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Judgment of the Court
of 5 December 1996

Merck & Co. Inc., Merck Sharp & Dohme Ltd and Merck Sharp & Dohme International Services
BV v Primecrown Ltd, Ketan Himatlal Mehta, Bharat Himatlal Mehta and Necessity Supplies Ltd

and Beecham Group plc v Europharm of Worthing Ltd.
References for a preliminary ruling: High Court of Justice, Chancery Division - United Kingdom.

Act of Accession of Spain and Portugal - Interpretation of Articles 47 and 209 - End of transitional
period - Articles 30 and 36 of the EC Treaty - Parallel imports of unpatentable pharmaceuticals.

Joined cases C-267/95 and C-268/95.

1 Accession of new Member States to the Communities - Spain - Portugal - Free movement of goods -
Industrial and commercial property - Patent rights - Pharmaceutical products - Right of a holder of a
patent for a pharmaceutical product to prevent during a transitional period products put on the market in
Spain and Portugal by himself or with his consent from being marketed and imported - Dates on which
the respective transitional periods expired

(1985 Act of Accession, Arts 47 and 209)

2 Free movement of goods - Industrial and commercial property - Patent rights - Protection - Limits -
Principles laid down by the judgment in Case 187/80 Merck v Stephar - Pharmaceutical product covered
by a patent in a Member State marketed by the patent holder for the first time in another Member State
after that State's accession to the Communities but before it became patentable in that State - Grant to the
holder, by the legislation of the Member State which issued the patent, of the right to oppose importation
of that product into that State by a third party - Not permissible - Justification based on the patent holder's
legal obligation to market the product in the Member State of exportation - Permissible - Justification
based on an ethical obligation to supply the market of that State or on price controls imposed by that
State - Not permissible

(EC Treaty, Arts 30 and 36)

3 The transitional periods provided for in Articles 47 and 209 of the Act concerning the Conditions of
Accession of the Kingdom of Spain and the Portuguese Republic and the Adjustments of the Treaties,
according to which the holder of a patent for a pharmaceutical product may, until the end of the third year
after that type of product has become patentable in those new Member States, invoke the rights granted by
that patent in order to prevent the import and marketing of pharmaceutical products put on the market in
Spain or Portugal by himself or with his consent, expired on 6 October 1995 in the case of the Kingdom
of Spain and on 31 December 1994 in the case of the Portuguese Republic.

Because they introduce a derogation from the principle of free movement of goods, those articles are to be
interpreted strictly, which, in the present case, requires the transitional periods to expire as early as
possible, that is to say exactly three years after the actual introduction of patentability and not three years
after the end of the calendar year in which this occurred. As it is, pharmaceutical products became
patentable on 7 October 1992 in Spain and on 1 January 1992 in Portugal.

4 Articles 30 and 36 of the Treaty preclude application of national legislation which grants the holder of a
patent for a pharmaceutical product the right to oppose importation by a third party of that product from
another Member State in circumstances where the holder first put the product on the market in that State
after its accession to the European Community but before the product could be protected by a patent in
that State, unless the holder of the patent can prove that he is under a genuine, existing legal obligation to
market the product in that Member State.

According to the judgment in Case 187/80 Merck v Stephar, the substance of a patent right lies essentially
in according the inventor an exclusive right to put the product on the market for the
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first time. Neither the reasoning of that judgment nor the principles which it affirms as regards the
parallel importation of patented products have been called in question by later legislative developments
entailing generalized patentability of pharmaceutical products at national level and enhanced protection
under Community law for holders of patents for such products. That right of the inventor, by allowing
him a monopoly in exploiting his product, enables him to obtain the reward for his creative effort without,
however, guaranteeing such reward in all circumstances. It is for the holder of the patent to decide, in the
light of all the circumstances, under what conditions he will market his product and to decide whether or
not to market it in a Member State in which there is no protection under the law for the product in
question, but once he makes his choice he must then accept the consequences of that choice as regards
free movement of the product within the common market, this being a fundamental principle forming part
of the legal and economic circumstances which the holder of the patent must take into account in
determining how to exercise his exclusive right.

It is only where a patentee is legally bound under either national law or Community law to market his
products in a Member State that he cannot be deemed, within the meaning of the ruling in Merck, to have
given his consent to the marketing of the products concerned. He is therefore entitled to oppose
importation and marketing of those products in the State where they are protected.

On the other hand, such a derogation from the principle of free movement of goods cannot be justified by
the fact that the holder of the patent considered himself bound by an ethical obligation to satisfy demand
for his product in a Member State even though pharmaceutical products are not patentable there, because
such an obligation may be difficult to apprehend and distinguish from commercial considerations. Nor can
it be justified by the fact that the patent holder could not decide freely on the marketing price of his
product owing to price controls imposed by the public authorities, because the distortions of competition
which such controls might cause in trade between Member States must be resolved through measures
adopted by the Community institutions and not through unilateral national measures incompatible with the
rules on the free movement of goods.

In Joined Cases C-267/95 and C-268/95,

REFERENCES to the Court under Article 177 of the EC Treaty by the High Court of Justice of England
and Wales, Chancery Division, Patents Court, for a preliminary ruling in the proceedings pending before
that court between

Merck & Co. Inc., Merck Sharp & Dohme Ltd, Merck Sharp & Dohme International Services BV

and

Primecrown Ltd, Ketan Himatlal Mehta, Bharat Himatlal Mehta, Necessity Supplies Ltd,

and between

Beecham Group plc

and

Europharm of Worthing Ltd,

on the interpretation of Article 47 and Article 209 of the Act concerning the Conditions of Accession of
the Kingdom of Spain and the Portuguese Republic and the Adjustments to the Treaties (OJ 1985 L 302,
p. 23), and of Articles 30 and 36 of the EC Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, G.F. Mancini, J.L. Murray and L. Sevon (Presidents of
Chambers), C.N. Kakouris, C. Gulmann (Rapporteur), D.A.O. Edward, J.-P. Puissochet and
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H. Ragnemalm, Judges,

Advocate General: N. Fennelly,

Registrar: L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:

- Merck & Co. Inc., Merck Sharp & Dohme Ltd and Merck Sharp & Dohme International Services BV,
by Romano Subiotto, Solicitor, and Dirk Vandermeersch, of the Brussels Bar, and Mario Siragusa, of the
Rome Bar,

- Beecham Group plc, by David Kitchin QC and Justin Turner, Barrister, instructed by Mark Hodgson,
Tony Woodgate, Ciaran Walker and Lyndall Squire, Solicitors,

- Primecrown Ltd, Ketan Himatlal Mehta, Bharat Himatlal Mehta and Necessity Supplies Ltd, by Martin
Howe and Nicholas Shea, Barristers, instructed by R.R. Sanghvi & Co., Solicitors,

- the United Kingdom Government, by Lindsey Nicoll, of the Treasury Solicitor's Department, acting as
Agent, and Geoffrey Hobbs QC and Michael Silverleaf, Barrister,

- the Belgian Government, by Jan Devadder, Director in the Legal Service of the Ministry of Foreign
Affairs, acting as Agent,

- the Greek Government, by Vasileios Kontolaimos, Assistant Legal Adviser to the State Legal Council,
Kyriaki Grigoriou, representative at law of the same Council, and Lydia Pnevmatikoy, special scientific
collaborator in the Department for Contentious Community Affairs of the Ministry of Foreign Affairs,
acting as Agents,

- the Spanish Government, by Alberto José Navarro Gonzalez, Director General for Community Legal and
Institutional Affairs, and Rosario Silva de Lapuerta, Abogado del Estado, of the State Legal Service, acting
as Agents,

- the Italian Government, by Oscar Fiumara, Avvocato dello Stato, acting as Agent,

- the Commission of the European Communities, by Richard Wainwright, Principal Legal Adviser, acting
as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Merck & Co. Inc., Merck Sharp & Dohme Ltd and Merck Sharp &
Dohme International Services BV, represented by Romano Subiotto and Mario Siragusa; of Primecrown
Ltd, Ketan Himatlal Mehta, Bharat Himatlal Mehta, and Necessity Supplies Ltd, represented by Martin
Howe and Nicholas Shea; of Beecham Group plc, represented by David Kitchin; of the United Kingdom
Government, represented by Lindsey Nicoll and Gerald Barling QC; of the Danish Government,
represented by Peter Biering, Head of Division in the Ministry of Foreign Affairs, acting as Agent; of the
Greek Government, represented by Vasileios Kontolaimos; of the Spanish Government, represented by
Gloria Calvo Díaz, Abogado del Estato, acting as Agent; of the French Government, represented by
Philippe Martinet, Foreign Affairs Secretary in the Legal Affairs Directorate in the Ministry of Foreign
Affairs, acting as Agent; of the Italian Government, represented by Oscar Fiumara; of the Swedish
Government, represented by Erik Brattgaard and Staffan Sandstroem, Departementsraad in the Department
of Foreign Trade of the Ministry of Foreign Affairs, acting as Agents; and of the Commission, represented
by Richard Wainwright, at the hearing on 13 March 1996,

after hearing the Opinion of the Advocate General at the sitting on 6 June 1996,

gives the following
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Judgment

Costs

55 The costs incurred by the United Kingdom, Belgium, Danish, Greek, Spanish, French, Italian and
Swedish Governments and by the Commission of the European Communities, which have submitted
observations to the Court, are not recoverable. Since these proceedings are, for the parties to the main
proceedings, a step in the actions pending before the national court, the decision on costs is a matter for
that court.

On those grounds,

THE COURT,

in answer to the questions submitted to it by the High Court of Justice of England and Wales, Chancery
Division, Patents Court, by orders of 13 July 1995, hereby rules:

1. The transitional periods provided for in Articles 47 and 209 of the Act concerning the Conditions of
Accession of the Kingdom of Spain and the Portuguese Republic and the Adjustments of the Treaties
expired on 6 October 1995 in the case of the Kingdom of Spain and on 31 December 1994 in the case of
the Portuguese Republic.

2. Articles 30 and 36 of the EC Treaty preclude application of national legislation which grants the holder
of a patent for a pharmaceutical product the right to oppose importation by a third party of that product
from another Member State in circumstances where the holder first put the product on the market in that
State after its accession to the European Community but before the product could be protected by a patent
in that State, unless the holder of the patent can prove that he is under a genuine, existing legal obligation
to market the product in that Member State.

1 By two orders of 13 July 1995, received at the Court on 8 August 1995 in Case C-267/95 and on 9
August 1995 in Case C-268/95, the High Court of Justice of England and Wales, Chancery Division,
Patents Court, referred to the Court for a preliminary ruling under Article 177 of the EC Treaty questions
concerning the interpretation of Article 47 and Article 209 of the Act concerning the Conditions of
Accession of the Kingdom of Spain and the Portuguese Republic and the Adjustments to the Treaties (OJ
1985 L 302, p. 23, hereinafter `the Act of Accession') and of Articles 30 and 36 of the EC Treaty.

2 The questions have been raised in proceedings brought, in Case C-267/95, by Merck & Co. Inc., Merck
Sharp & Dohme Ltd and Merck Sharp & Dohme International Services BV (hereinafter `Merck') against
Primecrown Ltd, Ketan Himatlal Mehta, Bharat Himatlal Mehta and Necessity Supplies Ltd (hereinafter
`Primecrown') and, in Case C-268/95, by Beecham Group plc (hereinafter `Beecham') against Europharm
of Worthing Ltd (hereinafter `Europharm').

3 Merck claims that Primecrown has infringed its United Kingdom patents for a hypertension drug
marketed under the trade mark Innovace in the United Kingdom and under the trade mark Renitec
elsewhere, for a drug prescribed in prostrate treatment, marketed under the trade mark Proscar, and for a
glaucoma drug marketed under the trade mark Timoptol. It complains that Primecrown has carried out
parallel imports of those products into the United Kingdom. Renitec and Proscar have been imported from
Spain whilst Timoptol has been imported from Portugal.

4 Beecham has brought an action against Europharm for infringing its United Kingdom patents covering
an antibiotic called Augmentin in the United Kingdom and Augmentine in Spain. Beecham complains that
Europharm has imported this product from Spain into the United Kingdom with a view to applying to the
competent authorities for an import licence which would allow it to import more of the product.

5 Merck and Beecham consider that they are entitled to oppose parallel imports of a drug for which
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they hold patents when, as in these cases, those imports come from a Member State where their products
are marketed but were not patentable there.

6 Primecrown and Europharm refer, for their part, to the case-law of the Court on Articles 30 and 36 of
the Treaty and in particular to the principle of the exhaustion of rights, as interpreted by the Court in its
judgment in Case 187/80 Merck v Stephar and Exler ([1981] ECR 2063, hereinafter `Merck v Stephar' or
`Merck'). They deduce from Merck v Stephar that, upon expiry of the transitional periods laid down in
Articles 47 and 209 of the Act of Accession, they are entitled to import the products in question from
Spain and Portugal where they have been marketed by, or with the consent of, the patent holders.

7 In Merck v Stephar, the Court referred to its case-law on Articles 30 and 36 of the Treaty according to
which the proprietor of an industrial and commercial property right protected by the legislation of a
Member State may not rely on that legislation to oppose the importation of a product which has been
lawfully put on the market in another Member State by, or with the consent of, the proprietor of that right
himself. The Court held that this case-law also applied where the product concerned was put on the
market by, or with the consent of, the proprietor in a Member State where the product was not patentable.

8 Article 42, concerning the Kingdom of Spain, and Article 202, concerning the Portuguese Republic, of
the Act of Accession, impliedly referring to Articles 30 and 34 of the Treaty, abolished, as from 1 January
1986, quantitative restrictions on imports and exports and all measures having equivalent effect existing
between the Community and those two new Member States.

9 Articles 47 and 209 of the Act of Accession (in relation to Spain and Portugal respectively) provide in
substance that, by derogation from Articles 42 and 202 of that Act, the rule in Merck v Stephar is not to
apply to pharmaceutical products during a certain transitional period.

10 The first paragraph of Articles 47 and 209 of the Act of Accession provides that the holder, or his
beneficiary, of a patent for a chemical or pharmaceutical product or a product relating to plant health, filed
in a Member State at a time when a product patent could not be obtained in Spain or in Portugal for that
product may rely on the rights granted by that patent in order to prevent the import and marketing of that
product in the Member State or States where the product in question enjoys patent protection even if that
product was put on the market in Spain or in Portugal for the first time by him or with his consent.

11 According to the second paragraph of those two articles, that right may be invoked until the end of the
third year after Spain and Portugal have made those products patentable.

12 Protocols Nos 8 and 19 to the Act of Accession require the Kingdom of Spain and the Portuguese
Republic to make their legislation on patents compatible with the level of industrial property protection in
the Community. For that purpose, they provide that those two States must accede to the Munich
Convention of 5 October 1973 on the European Patent and make pharmaceutical products patentable within
a certain period. In accordance with those provisions, pharmaceutical products were made patentable on 7
October 1992 in Spain and on 1 January 1992 in Portugal.

13 In the order for reference the national court explains that the present disputes have arisen because the
holders of the patents in question do not have, and never could have got, patent protection in Spain or
Portugal for the drugs concerned. Prices in those Member States are lower than elsewhere in the
European Union, and medicines sold by the patent holders to wholesalers there, instead of going to
Spanish or Portuguese consumers, are immediately exported.

14 The national court considers that the cases before it raise two distinct questions concerning the
interpretation of Community law: (i) the question of the duration of the transitional arrangement
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provided for by the Act of Accession and (ii) the question whether the principle of the exhaustion of
patent rights, as laid down by the Court in Merck v Stephar, must be reconsidered in view of the
particular circumstances referred to in the order for reference.

15 In those circumstances, the High Court decided to stay proceedings and to refer the following questions
to the Court for a preliminary ruling:

`1. Will the provisions and effect of Article 47 of the Spanish Treaty of Accession to the European
Communities continue to apply to pharmaceutical products

1.1 imported from Spain; or 1.2 first marketed in Spain

until

(a) 7 October 1995; or (b) 31 December 1995; or (c) 7 October 1996; or (d) 31 December 1996; or

(e) the end of the third year after the particular pharmaceutical, protected by a product patent in one or
more Member State(s) of the European Union and which was previously unpatentable in Spain, has
become patentable in Spain

and which of such dates is applicable with regard to such acts?

2. Will the provisions and effect of Article 209 of the Portuguese Accession to the European Communities
continue to apply to pharmaceutical products

2.1 imported from Portugal; or 2.2 first marketed in Portugal;

until

(a) 1 January 1995; or (b) 31 December 1995; or (c) 1 June 1998; or (d) 31 December 1998; or

(e) the end of the third year after the particular pharmaceutical, protected by a product patent in one or
more Member State(s) of the European Union and which was previously unpatentable in Portugal, has
become patentable in Portugal

and which of such dates is applicable with regard to such acts?

3. After the expiration of Article 47 (and/or Article 209, as appropriate), in a case where:

3.1 an undertaking is the proprietor ("the Proprietor") of a patent ("the Patent") in one or more Member
States of the European Communities ("the Member State") for a pharmaceutical product ("the
Pharmaceutical");

3.2 the Pharmaceutical was first put on the market in a country by the Proprietor after that country's
accession to the EC but at a time when the Pharmaceutical could not be protected by a product patent in
that country;

3.3 a third party imports the Pharmaceutical from that country into the Member State;

3.4 and the patent legislation in the Member State granted the proprietor of the Patent the right to oppose
by legal action the importation of the Pharmaceutical from that country

do the rules set forth in the EC Treaty concerning the free movement of goods prevent the Proprietor from
availing himself of the right referred to in paragraph 3.4 above, in particular if:

(a) the Proprietor had and continues to have a legal and/or ethical obligation to market and to continuing
marketing the Pharmaceutical in that country; and/or

(b) that country's and/or EC legislation effectively requires that, once the Pharmaceutical is
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put on the market in that country, the Proprietor supply and continue to supply sufficient quantities to
satisfy the needs of domestic patients; and/or

(c) that country's legislation grants to its authorities, and its authorities exercise, the right to fix the sale
price of the Pharmaceutical in that country and legislation prohibits the sale of the Pharmaceutical at
any other price; and/or

(d) the price of the Pharmaceutical in that country has been fixed by its authorities at a level at which
substantial exports of the Pharmaceutical from such country to the Member State are anticipated with
the result that the economic value of the Patent would be significantly eroded and research and
development for future pharmaceuticals planned by the Proprietor significantly undermined, contrary to
the rationale underlying the recent introduction by the EC Council of the Supplementary Protection
Certificate?'

16 By order of the President of the Court of 6 September 1995 Cases C-267/95 and C-268/95 were joined
for the purposes of the written procedure, the oral procedure and the judgment.

The first two questions

17 By its first two questions, which should be examined together, the national court asks this Court to
specify the dates on which the transitional periods provided for by Articles 47 and 209 of the Act of
Accession expired.

18 According to both those provisions, the holder of a patent for a pharmaceutical product may, until the
end of the third year after that type of product has become patentable in the Kingdom of Spain and the
Portuguese Republic, invoke the rights granted by that patent in order to prevent the import and marketing
of pharmaceutical products put on the market in Spain and Portugal by himself or with his consent. Such
products became patentable in Spain on 7 October 1992 and in Portugal on 1 January 1992.

19 As regards the different dates of expiry of the transitional arrangements envisaged in the first two
questions, for the reasons given by the Advocate General in points 181 to 194 of his Opinion, only two
dates may reasonably be considered in the case of each State as marking the end of the third year after
pharmaceutical products became marketable, namely 6 October 1995 and 31 December 1995 in the case of
the Kingdom of Spain and 31 December 1994 and 31 December 1995 in the case of the Portuguese
Republic.

20 The choice between those two dates for each of the two Member States depends on whether the
transitional period expired exactly three years after pharmaceutical products became patentable, that is to
say 6 October 1995 in the case of Spain and 31 December 1994 in the case of Portugal, or whether it
expired at the end of the third calendar year after the date on which the products became patentable, that
is to say 31 December 1995 in the case of both States.

21 That question cannot on any view be resolved solely on the basis of the wording of Articles 47 and
209 of the Act of Accession (`jusqu'à la fin de la troisième année après'; `indtil udgangen af det tredje aar
efter', `bis zum Ende des dritten Jahres nachdem', `i¡ é ôï ô¡eïo ôïo ôñssôïo ¡ôïoo a=ue', `hasta el final del
tercer año después', `until the end of the third year after', `alla fine del terzo anno successivo', `tot het
einde van het derde jaar', `até três anos apos'). While the wording of most of the language versions
favours the first solution, that of the other versions favours the second.

22 It is therefore appropriate to take account of other criteria of interpretation, in particular the general
scheme and the purpose of the regulatory system of which the provisions in question form part.

23 In so doing, it is important to bear in mind that Articles 47 and 209 of the Act of Accession
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introduced a derogation from the principle of free movement of goods and that it is settled case-law that
such derogations are to be interpreted strictly (see, to this effect, Case C-191/90 Generics and Harris
Pharmaceuticals [1992] ECR I-5335, paragraph 41).

24 The provisions in question must therefore be interpreted in a way that the transitional periods expire on
the date which ensures the earliest application, in the field concerned, of the principle of free movement of
goods in Spain and Portugal.

25 Consequently, the answer to the first two questions must be that the transitional periods provided for in
Article 47 and 209 of the Act of Accession expired on 6 October 1995 in the case of the Kingdom of
Spain and on 31 December 1994 in the case of the Portuguese Republic.

The third question

26 By its third question the national court asks whether Articles 30 and 36 of the Treaty preclude
application of national legislation which grants the holder of a patent for a pharmaceutical product the
right to oppose importation by a third party of that product from another Member State in circumstances
where the holder first put the product on the market in that State after its accession to the European
Community but before the product could be protected by a product patent in that State. In this regard, the
national court mentions certain specific circumstances and asks what relevance they have.

27 In substance, the High Court is seeking to ascertain whether it is necessary to reconsider the rule in
Merck v Stephar or whether, having regard to the specific circumstances mentioned, its scope should be
limited.

28 Merck and Beecham consider that there are weighty reasons for departing from the rule in Merck v
Stephar. They point out first of all that an important change in the situation has occurred since Merck. At
the time when the Court gave that judgment, it was the exception rather than the rule for pharmaceutical
products to be patentable in Europe. Nowadays, such products are patentable in all the countries of the
European Economic Area, with the exception of Iceland. Similarly, the Community institutions have
emphasized the importance of patents in the pharmaceutical sector, in particular by the adoption of Council
Regulation (EEC) No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection
certificate for medicinal products (OJ 1992 L 182, p. 1). Merck and Beecham then point to the
increasingly serious financial consequences of maintaining the rule in Merck which, in their view,
appreciably reduce the value of patents granted in the Community. Finally, they argue that the specific
subject-matter of a patent can be exhausted only if the product in question is marketed with patent
protection and that Merck is incompatible with the later case-law of the Court.

29 It is first necessary to recall the Court's reasoning in Merck.

30 In that judgment, the Court referred to its judgment in Case 15/74 Centrafarm v Sterling Drug [1974]
ECR 1147 in which it held, in paragraphs 8 and 9, that as an exception, on grounds of the protection of
industrial and commercial property, to one of the fundamental principles of the common market, Article 36
of the Treaty admitted such derogation only in so far as it was justified for the purpose of safeguarding
rights constituting the specific subject-matter of that property, which, as regards patents, is, in particular, in
order to reward the creative effort of the inventor, to guarantee that the patentee has the exclusive right to
use an invention with a view to manufacturing industrial products and putting them into circulation for the
first time, either directly or by the grant of licences to third parties, as well as the right to oppose
infringements.

31 In paragraphs 9 and 10 of Merck, the Court then stated that it followed from the definition of the
specific purpose of a patent that the substance of a patent right lies essentially in according
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the inventor an exclusive right to put the product on the market for the first time, thereby allowing him a
monopoly in exploiting his product and enabling him to obtain the reward for his creative effort without,
however, guaranteeing such reward in all circumstances.

32 The Court held, finally, in paragraphs 11 and 13 of Merck that it was for the holder of the patent to
decide, in the light of all the circumstances, under what conditions he would market his product, including
the possibility of marketing it in a Member State where the law did not provide patent protection for the
product in question. If he decides to do so, he must then accept the consequences of his choice as
regards free movement of the product within the common market, this being a fundamental principle
forming part of the legal and economic circumstances which the holder of the patent must take into
account in determining how to exercise his exclusive right. Under those conditions, to permit an inventor
to invoke a patent held by him in one Member State in order to prevent the importation of the product
freely marketed by him in another Member State where that product was not patentable would cause a
partitioning of national markets contrary to the aims of the Treaty.

33 For the reasons set out below, the arguments for reconsideration of the rule in Merck are not such as
to call in question the reasoning on which the Court based that rule.

34 It is true, as Merck and Beecham point out, that it is now the norm for pharmaceutical products to be
patentable. However, such a development does not mean that the reasoning underlying the rule in Merck is
superseded.

35 The same is true in relation to the arguments based, first, on the efforts made by the Community
institutions to give enhanced protection to holders of patents for pharmaceutical products and, second, on
the consequences of maintaining that rule for research and development by the pharmaceutical industry.

36 There can be no doubt now, any more than at the time when the judgment in Merck was given, that if
a patentee could prohibit the importation of protected products marketed in another Member State by him
or with his consent, he would be able to partition national markets and thereby restrict trade between the
Member States. By the same token, if a patentee decides, in the light of all the circumstances, to put a
product on the market in a Member State where it is not patentable, he must accept the consequences of
his choice as regards the possibility of parallel imports.

37 The arguments put forward in the present cases have not shown that the Court was wrong in its
assessment of the balance between the principle of free movement of goods in the Community and the
principle of protection of patentees' rights, albeit that, as a result of striking that balance, the right to
oppose importation of a product may be exhausted by its being marketed in a Member State where it is
not patentable.

38 It is important to remember in this respect that the transitional measures provided for by Articles 47
and 209 of the Act of Accession were adopted in the light of the ruling in Merck. Although the Member
States considered it necessary to postpone the effects of that ruling for a long period, they provided that,
upon expiry of the transitional arrangements, Articles 30 and 36 of the Treaty, as interpreted in Merck,
should apply in full to trade between Spain and Portugal, on the one hand, and the existing Member
States, on the other.

39 Furthermore, the situations addressed by the ruling in Merck are set to disappear since pharmaceutical
products are now patentable in all the Member States. If, upon accession of new States to the Community,
such situations were to recur, the Member States could adopt the measures considered necessary, as was
the case when the Kingdom of Spain and the Portuguese Republic acceded to the Community.
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40 Finally, Merck's and Beecham's argument that judgments given by the Court after Merck, in particular
those in Case 19/84 Pharmon v Hoechst ([1985] ECR 2281) and in Case 158/86 Warner Brothers and
Metronome Video v Christiansen ([1988] ECR 2605), support their point of view must be rejected.

41 Contrary to their contention, the judgment in Pharmon shows that the Court confirmed the principles
laid down in Merck. In Pharmon, the Court emphasized the importance of the patentee's consent to the
product in question being put into circulation. At paragraph 25 it held that, where the authorities of a
Member State grant a third party a compulsory licence allowing him to carry out manufacturing and
marketing operations which the patentee would normally have the right to prevent, the patentee cannot be
deemed to have consented to those operations and he may therefore oppose importation of products made
by the holder of the compulsory licence.

42 Unlike the cases now under consideration, Warner Brothers concerned legislation of the importing State
which allowed the author of a musical or cinematographic work not only to control the initial sale but also
to oppose the hiring out of videos of that work for as long as he refused specific consent for such hiring
out. In that judgment, the Court held that, since there was a specific market for hiring out distinct from
the market for sales, such a specific right would lose its substance if the proprietor of the work were
unable to authorize hiring out, even in the case of video cassettes already put into circulation with his
consent in another Member State whose legislation allowed the author to control the initial sale without
giving him the right to prohibit hiring out.

43 Since none of the arguments for re-examining the rule in Merck which the Court has thus far
considered have been accepted, the Court must next determine whether, having regard to the specific
circumstances mentioned by the national court, the scope of that rule must be restricted.

44 The first question to be considered is whether the rule in Merck also applies where the patentee has a
legal or ethical obligation to market or to continue to market his product in the exporting State. Here the
national court is concerned to know what importance is to be attached to a requirement of that State's
legislation or of Community legislation that, once the product has been put on the market in that State, the
patentee must supply and continue to supply sufficient quantities to satisfy the needs of domestic patients.

45 The second question is whether the rule in Merck applies where the legislation of the exporting State
not only grants to its authorities the right, which they exercise, to fix the sale price of the product but also
prohibits the sale of the product at any other price. Here the national court is concerned to know whether
it is relevant that those authorities have fixed the price of the products at a level such that substantial
exports of the product to the Member State of importation are foreseeable.

46 Merck and Beecham maintain in particular that, in the circumstances mentioned in the order for
reference, their right to decide freely on the conditions in which they market their products is removed or
considerably reduced. In their view, it follows from Pharmon that the rule in Merck does not apply in the
present cases.

47 As to that, although the imposition of price controls is indeed a factor which may, in certain
conditions, distort competition between Member States, that circumstance cannot justify a derogation from
the principle of free movement of goods. It is well settled that distortions caused by different price
legislation in a Member State must be remedied by measures taken by the Community authorities and not
by the adoption by another Member State of measures incompatible with the rules on free movement of
goods (see Case 16/74 Winthrop [1974] ECR 1183, paragraph 17; Joined Cases 55/80 and 57/80
Musik-Vertrieb Membran and K-tel International v GEMA [1981] ECR 147, paragraph 24; and Joined
Cases C-427/93, C-429/93 and C-436/93 Bristol-Myers Squibb and Others [1996] ECR I-3457, paragraph
46).
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48 The next question which must be examined is how far the rule in Merck applies where patentees are
legally obliged to market their products in the exporting State.

49 In answering that question it is to be remembered, first, that in Merck the Court emphasized the
importance of the fact that the patentee had taken his decision to market his product freely and in full
knowledge of all relevant circumstances and, second, that it follows from Pharmon that a patentee who is
not in a position to decide freely how he will market his products in the exporting State may oppose
importation and marketing of those products in the State where the patent is in force.

50 It follows that, where a patentee is legally bound under either national law or Community law to
market his products in a Member State, he cannot be deemed, within the meaning of the ruling in Merck,
to have given his consent to the marketing of the products concerned. He is therefore entitled to oppose
importation and marketing of those products in the State where they are protected.

51 It is for the patentee to prove, before the national court from which an order prohibiting imports is
sought, that there is a legal obligation to market the product concerned in the exporting State. He must in
particular show, for example by reference to decisions of the competent national authorities or courts or of
the competent Community authorities, that there is a genuine, existing obligation.

52 According to the information given to the Court in these proceedings and as the Advocate General
observes in points 152 and 153 of his Opinion, such obligations can hardly be said to exist in the case of
the imports in question.

53 Finally, as regards the argument that ethical obligations may compel patentees to provide supplies of
drugs to Member States where they are needed, even if they are not patentable there, such considerations
are not, in the absence of any legal obligation, such as to make it possible properly to identify the
situations in which the patentee is deprived of his power to decide freely how he will market his product.
Such considerations are, at any rate in the present context, difficult to apprehend and distinguish from
commercial considerations. Such ethical obligations cannot, therefore, be the basis for derogating from the
rule on free movement of goods laid down in Merck.

54 In view of the foregoing, the answer to be given to the third question must be that Articles 30 and 36
of the Treaty preclude application of national legislation which grants the holder of a patent for a
pharmaceutical product the right to oppose importation by a third party of that product from another
Member State in circumstances where the holder first put the product on the market in that State after its
accession to the European Community but before the product could be protected by a patent in that State,
unless the holder of the patent can prove that he is under a genuine, existing legal obligation to market
the product in that Member State.
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of 14 July 1981

Merck & Co. Inc. v Stephar BV and Petrus Stephanus Exler.
Reference for a preliminary ruling: Arrondissementsrechtbank Rotterdam - Netherlands.

Patents - Pharmaceutical products.
Case 187/80.

FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT RIGHT
- PROTECTION - LIMITS - PRODUCT PROTECTED IN ONE MEMBER STATE MARKETED BY
THE PROPRIETOR OF THE PATENT IN ANOTHER MEMBER STATE WHERE THE PRODUCT IS
NOT PATENTABLE - OBJECTION BY PROPRIETOR TO IMPORTATION OF PRODUCT INTO THE
MEMBER STATE WHERE PROTECTION EXISTS - NOT PERMISSIBLE

(EEC TREATY , ART. 36 )

THE SUBSTANCE OF A PATENT RIGHT LIES ESSENTIALLY IN ACCORDING THE INVENTOR
AN EXCLUSIVE RIGHT OF FIRST PLACING THE PRODUCT ON THE MARKET ; THAT RIGHT
ENABLES THE INVENTOR , BY ALLOWING HIM A MONOPOLY IN EXPLOITING HIS PRODUCT
, TO OBTAIN THE REWARD FOR HIS CREATIVE EFFORT WITHOUT , HOWEVER ,
GUARANTEEING THAT HE WILL OBTAIN SUCH A REWARD IN ALL CIRCUMSTANCES.
ALTHOUGH IT IS FOR THE PROPRIETOR OF THE PATENT TO DECIDE , IN THE LIGHT OF
ALL THE CIRCUMSTANCES , UNDER WHAT CONDITIONS HE WILL SELL HIS PRODUCT , AND
TO MARKET IT IN A MEMBER STATE WHERE THE LAW DOES NOT PROVIDE PATENT
PROTECTION FOR THE PRODUCT IN QUESTION , HE MUST THEN ACCEPT THE
CONSEQUENCES OF HIS CHOICE AS REGARDS THE FREE MOVEMENT OF THE PRODUCT
WITHIN THE COMMON MARKET , WHICH IS A FUNDAMENTAL PRINCIPLE FORMING PART
OF THE LEGAL AND ECONOMIC CIRCUMSTANCES WHICH MUST BE TAKEN INTO ACCOUNT
BY THE PROPRIETOR OF THE PATENT IN DETERMINING THE MANNER IN WHICH HIS
EXCLUSIVE RIGHT WILL BE EXERCISED.

ACCORDINGLY , THE RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF
GOODS , INCLUDING THE PROVISIONS OF ARTICLE 36 , MUST BE INTERPRETED AS
PREVENTING THE PROPRIETOR OF A PATENT FOR A MEDICINAL PREPARATION WHO SELLS
IT IN ONE MEMBER STATE WHERE PATENT PROTECTION EXISTS , AND THEN MARKETS IT
HIMSELF IN ANOTHER MEMBER STATE WHERE THERE IS NO SUCH PROTECTION , FROM
AVAILING HIMSELF OF THE RIGHT CONFERRED BY THE LEGISLATION OF THE FIRST
MEMBER STATE TO PREVENT THE MARKETING IN THAT STATE OF THE SAID
PREPARATION IMPORTED FROM THE OTHER MEMBER STATE.

IN CASE 187/80

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE PRESIDENT
OF THE ARRONDISSEMENTSRECHTBANK (DISTRICT COURT ) ROTTERDAM FOR A
PRELIMINARY RULING IN THE ACTION PENDING BEFORE THAT COURT BETWEEN

MERCK & CO INC., RAHWAY , NEW JERSEY , UNITED STATES OF AMERICA ,

AND

1 . STEPHAR BV , ROTTERDAM ,

2 . PETRUS STEPHANUS EXLER , RESIDING AT CAPELLE AAN DEN IJSSEL ,

ON THE INTERPRETATION OF THE RULES OF THE EEC TREATY ON FREE MOVEMENT OF
GOODS AND IN PARTICULAR ARTICLE 36 IN RELATION TO PATENT LAW ,

1 BY A JUDGMENT OF 2 JULY 1980 WHICH WAS RECEIVED AT THE COURT ON 15
SEPTEMBER
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1980 THE PRESIDENT OF THE ARRONDISSEMENTSRECHTBANK ROTTERDAM REFERRED TO
THE COURT FOR A PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY A
QUESTION ON THE RELATIONSHIP BETWEEN THE PROVISIONS OF THE TREATY
CONCERNING FREE MOVEMENT OF GOODS , IN PARTICULAR ARTICLE 36 , AND THE
PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY AFFORDED BY NATIONAL
LAWS.

2 IN THE JUDGMENT MAKING THE REFERENCE THE PRESIDENT OF THE
ARRONDISSEMENTSRECHTBANK DESCRIBED THE ELEMENTS OF FACT AND NATIONAL LAW
CONSTITUTING THE BACKGROUND TO THE QUESTION SUBSTANTIALLY AS FOLLOWS :

- MERCK & CO INC. (HEREINAFTER REFERRED TO AS ' ' MERCK ' ' ) IS THE PROPRIETOR OF
TWO NETHERLANDS PATENTS PROTECTING A DRUG , MODURETIC , AND ITS
MANUFACTURING PROCESS , BY VIRTUE OF WHICH PURSUANT TO NETHERLANDS LAW IT
HAS A LEGAL REMEDY AGAINST THE PROTECTED PRODUCT ' S BEING MARKETED IN THAT
COUNTRY BY OTHER PERSONS , EVEN WHEN THAT PRODUCT HAS BEEN MARKETED IN A
DIFFERENT MEMBER STATE BY OR WITH THE CONSENT OF THE HOLDER OF THE PATENT.

- THE COMPANY MARKETS THE DRUG IN ITALY WHERE IT HAS NOT BEEN ABLE TO
PATENT IT OWING TO THE FACT THAT AT THE TIME WHEN THE DRUG WAS SOLD IN
ITALY THE ITALIAN PATENT LAW (REGIO DECRETO (ROYAL DECREE ) NO 1127 OF 29 JUNE
1939 ) - WHICH WAS SUBSEQUENTLY DECLARED UNCONSTITUTIONAL BY A JUDGMENT OF
THE ITALIAN CORTE COSTITUZIONALE (CONSTITUTIONAL COURT ) DELIVERED ON 20
MARCH 1978 - PROHIBITED THE GRANT OF PATENTS FOR DRUGS AND THEIR
MANUFACTURING PROCESSES.

- STEPHAR IMPORTS THE DRUG FROM ITALY INTO THE NETHERLANDS AND MARKETS IT
THERE IN COMPETITION WITH MERCK.

3 ON THE BASIS OF THOSE FACTS THE COURT HAS ASKED WHETHER IN SUCH
CIRCUMSTANCES THE GENERAL RULES OF THE TREATY CONCERNING THE FREE
MOVEMENT OF GOODS , NOTWITHSTANDING THE PROVISION OF ARTICLE 36 , PROHIBIT
THE PROPRIETOR OF A PATENT WHO SELLS A DRUG PROTECTED BY THAT PATENT IN A
MEMBER STATE (THE NETHERLANDS ) FROM PREVENTING , AS HE MAY UNDER THE
NATIONAL LEGISLATION OF THAT MEMBER STATE , THE DRUG WHICH HE HIMSELF SELLS
FREELY IN ANOTHER MEMBER STATE WHERE NO PATENT PROTECTION EXISTS (ITALY ),
FROM BEING IMPORTED FROM THAT OTHER MEMBER STATE AND MARKETED BY OTHER
PERSONS IN THE FIRST MEMBER STATE (THE NETHERLANDS ).

4 THE PARTIES TO THE PROCEEDINGS COMMENCED THEIR DISCUSSION OF THE QUESTION
BY EMPHASIZING THAT THE COURT HAS ALREADY STATED , IN ITS JUDGMENT OF 31
OCTOBER 1974 (STERLING DRUG , CASE 15/74 (1974 ) ECR 1147 ), THAT INASMUCH AS IT
PROVIDES AN EXCEPTION , FOR REASONS CONCERNED WITH THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY RIGHTS , TO ONE OF THE FUNDAMENTAL
PRINCIPLES OF THE COMMON MARKET , ARTICLE 36 ADMITS OF SUCH A DEROGATION
ONLY IN SO FAR AS IT IS JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS WHICH
CONSTITUTE THE SPECIFIC SUBJECT-MATTER OF THAT PROPERTY , WHICH AS FAR AS
PATENTS ARE CONCERNED IS IN PARTICULAR TO GUARANTEE ' ' THAT THE PATENTEE ,
TO REWARD THE CREATIVE EFFORT OF THE INVENTOR , HAS THE EXCLUSIVE RIGHT TO
USE AN INVENTION WITH A VIEW TO MANUFACTURING INDUSTRIAL PRODUCTS AND
PUTTING THEM INTO CIRCULATION FOR THE FIRST TIME , EITHER DIRECTLY OR BY THE
GRANT OF LICENCES TO THIRD PARTIES , AS WELL AS THE RIGHT TO OPPOSE
INFRINGEMENTS ' '.
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5 IN THE SAME JUDGMENT THE COURT DECLARED THAT AN OBSTACLE TO THE FREE
MOVEMENT OF GOODS MAY BE JUSTIFIED ON THE GROUND OF PROTECTION OF
INDUSTRIAL PROPERTY WHERE SUCH PROTECTION IS INVOKED AGAINST A PRODUCT
COMING FROM A MEMBER STATE WHERE IT IS NOT PATENTABLE AND HAS BEEN
MANUFACTURED BY THIRD PARTIES WITHOUT THE CONSENT OF THE PATENTEE.

6 THE PARTIES ARE IN AGREEMENT AS TO THE FACT THAT THE SITUATION UNDER
CONSIDERATION IN THE PRESENT INSTANCE DIFFERS FROM THAT WHICH WAS THE
SUBJECT OF THAT DECISION BECAUSE , ALTHOUGH IT CONCERNS A MEMBER STATE
WHERE THE PRODUCT IN QUESTION IS NOT PATENTABLE , THAT PRODUCT HAS BEEN
MARKETED NOT BY THIRD PARTIES BUT BY THE PROPRIETOR OF THE PATENT AND
MANUFACTURER OF THE PRODUCT HIMSELF ; HOWEVER , FROM THAT STATEMENT THEY
DRAW OPPOSITE CONCLUSIONS.

7 STEPHAR AND THE COMMISSION CONCLUDE THAT ONCE THE PROPRIETOR OF THE
PATENT HAS HIMSELF PLACED THE PRODUCT IN QUESTION ON THE OPEN MARKET IN A
MEMBER STATE IN WHICH IT IS NOT PATENTABLE , THE IMPORTATION OF SUCH GOODS
INTO THE MEMBER STATE IN WHICH THE PRODUCT IS PROTECTED MAY NOT BE
PROHIBITED BECAUSE THE PROPRIETOR OF THE PATENT HAS PLACED IT ON THE MARKET
OF HIS OWN FREE WILL.

8 IN CONTRAST MERCK , SUPPORTED BY THE FRENCH GOVERNMENT AND THE
GOVERNMENT OF THE UNITED KINGDOM , MAINTAINS THAT THE PURPOSE OF THE
PATENT , WHICH IS TO REWARD THE INVENTOR , IS NOT SAFEGUARDED IF OWING TO THE
FACT THAT THE PATENT RIGHT IS NOT RECOGNIZED BY LAW IN THE COUNTRY IN WHICH
THE PROPRIETOR OF THE PATENT HAS MARKETED HIS PRODUCT HE IS UNABLE TO
COLLECT THE REWARD FOR HIS CREATIVE EFFORT BECAUSE HE DOES NOT ENJOY A
MONOPOLY IN FIRST PLACING THE PRODUCT ON THE MARKET.

9 IN THE LIGHT OF THAT CONFLICT OF VIEWS , IT MUST BE STATED THAT IN
ACCORDANCE WITH THE DEFINITION OF THE SPECIFIC PURPOSE OF THE PATENT , WHICH
HAS BEEN DESCRIBED ABOVE , THE SUBSTANCE OF A PATENT RIGHT LIES ESSENTIALLY
IN ACCORDING THE INVENTOR AN EXCLUSIVE RIGHT OF FIRST PLACING THE PRODUCT
ON THE MARKET.

10 THAT RIGHT OF FIRST PLACING A PRODUCT ON THE MARKET ENABLES THE INVENTOR
, BY ALLOWING HIM A MONOPOLY IN EXPLOITING HIS PRODUCT , TO OBTAIN THE
REWARD FOR HIS CREATIVE EFFORT WITHOUT , HOWEVER , GUARANTEEING THAT HE
WILL OBTAIN SUCH A REWARD IN ALL CIRCUMSTANCES.

11 IT IS FOR THE PROPRIETOR OF THE PATENT TO DECIDE , IN THE LIGHT OF ALL THE
CIRCUMSTANCES , UNDER WHAT CONDITIONS HE WILL MARKET HIS PRODUCT ,
INCLUDING THE POSSIBILITY OF MARKETING IT IN A MEMBER STATE WHERE THE LAW
DOES NOT PROVIDE PATENT PROTECTION FOR THE PRODUCT IN QUESTION . IF HE
DECIDES TO DO SO HE MUST THEN ACCEPT THE CONSEQUENCES OF HIS CHOICE AS
REGARDS THE FREE MOVEMENT OF THE PRODUCT WITHIN THE COMMON MARKET ,
WHICH IS A FUNDAMENTAL PRINCIPLE FORMING PART OF THE LEGAL AND ECONOMIC
CIRCUMSTANCES WHICH MUST BE TAKEN INTO ACCOUNT BY THE PROPRIETOR OF THE
PATENT IN DETERMINING THE MANNER IN WHICH HIS EXCLUSIVE RIGHT WILL BE
EXERCISED.

12 THAT IS BORNE OUT , MOREOVER , BY THE STATEMENTS OF THE COURT IN ITS
JUDGMENTS OF 22 JUNE 1976 (TERRAPIN , CASE 119/75 (1976 ) ECR 1039 ) AND 20 JANUARY

© An extract from a JUSTIS database



61980J0187 European Court reports 1981 Page 02063 4

1981 (MUSIK-VERTRIEB MEMBRAN AND K-TEL , JOINED CASES 55 AND 57/80 (NOT YET
PUBLISHED ) INASMUCH AS ' ' THE PROPRIETOR OF AN INDUSTRIAL OR COMMERCIAL
PROP- ERTY RIGHT PROTECTED BY THE LAW OF A MEMBER STATE CANNOT RELY ON
THAT LAW TO PREVENT THE IMPORTATION OF A PRODUCT WHICH HAS BEEN LAWFULLY
MARKETED IN ANOTHER MEMBER STATE BY THE PROPRIETOR HIMSELF OR WITH HIS
CONSENT ' '.

13 UNDER THOSE CONDITIONS TO PERMIT AN INVENTOR , OR ONE CLAIMING UNDER HIM ,
TO INVOKE A PATENT HELD BY HIM IN ONE MEMBER STATE IN ORDER TO PREVENT THE
IMPORTATION OF THE PRODUCT FREELY MARKETED BY HIM IN ANOTHER MEMBER STATE
WHERE THAT PRODUCT IS NOT PATENTABLE WOULD BRING ABOUT A PARTITIONING OF
THE NATIONAL MARKETS WHICH WOULD BE CONTRARY TO THE AIMS OF THE TREATY.

14 THE REPLY TO THE QUESTION WHICH HAS BEEN RAISED THEREFORE SHOULD BE THAT
THE RULES CONTAINED IN THE EEC TREATY CONCERNING THE FREE MOVEMENT OF
GOODS , INCLUDING THE PROVISIONS OF ARTICLE 36 , MUST BE INTERPRETED AS
PREVENTING THE PROPRIETOR OF A PATENT FOR A MEDICINAL PREPARATION WHO SELLS
THE PREPARATION IN ONE MEMBER STATE WHERE PATENT PROTECTION EXISTS , AND
THEN MARKETS IT HIMSELF IN ANOTHER MEMBER STATE WHERE THERE IS NO SUCH
PROTECTION , FROM AVAILING HIMSELF OF THE RIGHT CONFERRED BY THE LEGISLATION
OF THE FIRST MEMBER STATE TO PREVENT THE MARKETING IN THAT STATE OF THE SAID
PREPARATION IMPORTED FROM THE OTHER MEMBER STATE.

15 THE COSTS INCURRED BY THE FRENCH GOVERNMENT , THE GOVERNMENT OF THE
UNITED KINGDOM AND THE COMMISSION OF THE EUROPEAN COMMUNITIES , WHICH
HAVE SUBMITTED OBSERVATIONS TO THE COURT , ARE NOT RECOVERABLE. AS THIS
CASE IS , IN SO FAR AS THE PARTIES TO THE MAIN PROCEEDINGS ARE CONCERNED , IN
THE NATURE OF A STEP IN THE PROCEEDINGS BEFORE THE NATIONAL COURT , THE
DECISION AS TO COSTS IS A MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT ,

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE PRESIDENT OF THE
ARRONDISSEMENTSRECHTBANK ROTTERDAM BY AN ORDER DATED 2 JULY 1980 , HEREBY
RULES :

THE RULES CONTAINED IN THE EEC TREATY CONCERNING THE FREE MOVEMENT OF
GOODS , INCLUDING THE PROVISIONS OF ARTICLE 36 , MUST BE INTERPRETED AS
PREVENTING THE PROPRIETOR OF A PATENT FOR A MEDICINAL PREPARATION WHO SELLS
THE PREPARATION IN ONE MEMBER STATE WHERE PATENT PROTECTION EXISTS , AND
THEN MARKETS IT HIMSELF IN ANOTHER MEMBER STATE WHERE THERE IS NO SUCH
PROTECTION , FROM AVAILING HIMSELF OF THE RIGHT CONFERRED BY THE LEGISLATION
OF THE FIRST MEMBER STATE TO PREVENT THE MARKETING IN THAT STATE OF THE SAID
PREPARATION IMPORTED FROM THE OTHER MEMBER STATE.
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Judgment of the Court
of 31 October 1974

Centrafarm BV et Adriaan de Peijper v Sterling Drug Inc.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Parallel patents.
Case 15-74.

++++

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
PROTECTION - EXTENT

(EEC TREATY, ARTICLE 36 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT -
PRODUCT PROTECTED IN A MEMBER STATE - LICENCE TO SELL GRANTED BY THE
PATENTEE IN ANOTHER MEMBER STATE - PROHIBITION ON SALE WITHIN THE COMMON
MARKET - INADMISSIBILITY

(EEC TREATY, ARTICLE 36 )

3 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT
RELATING TO A PHARMACEUTICAL PRODUCT - DISTRIBUTION - HEALTH CONTROL BY THE
PATENTEE - MISUSE OF COMMUNITY RULES - PROHIBITION

(EEC TREATY, ARTICLE 36 )

4 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT -
PRODUCTS MARKETED WITHIN THE UNITED KINGDOM - IMPORTATION INTO THE
NETHERLANDS BY THE PATENTEE BEFORE 1 JANUARY 1975 - ARTICLE 42 OF THE ACT OF
ACCESSION - FIELD OF APPLICATION

5 . COMPETITION - AGREEMENTS BETWEEN PARENT COMPANY AND SUBSIDIARIES -
ADMISSIBILITY - CRITERIA

(EEC TREATY, ARTICLE 85 )

1 . WHILST THE TREATY DOES NOT AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY
THE LEGISLATION OF A MEMBER STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL
PROPERTY, YET THE EXERCISE OF THESE RIGHTS MAY NEVERTHELESS, DEPENDING ON
THE CIRCUMSTANCES, BE AFFECTED BY THE PROHIBITIONS IN THE TREATY, SINCE
ARTICLE 36 ADMITS OF DEROGATIONS FROM THE FREE MOVEMENT OF GOODS ONLY
WHERE SUCH DEROGATIONS ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS
WHICH CONSTITUTE THE SPECIFIC SUBJECT MATTER OF THIS PROPERTY.

2 . THE EXERCISE, BY THE PATENTEE, OF THE RIGHT WHICH HE ENJOYS UNDER THE
LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF A
PRODUCT PROTECTED BY THE PATENT WHICH HAS BEEN MARKETED IN ANOTHER
MEMBER STATE BY THE PATENTEE OR WITH HIS CONSENT IS INCOMPATIBLE WITH THE
RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF GOODS WITHIN THE
COMMON MARKET.

IN THIS CONNEXION, IT IS OF NO SIGNIFICANCE TO KNOW WHETHER THE PATENTEE AND
THE UNDERTAKINGS TO WHICH THE LATTER HAS GRANTED LICENCES DO OR DO NOT
BELONG TO THE SAME CONCERN.

IT IS ALSO A MATTER OF NO SIGNIFICANCE THAT THERE EXIST, AS BETWEEN THE
EXPORTING AND IMPORTING MEMBER STATES, PRICE DIFFERENCES RESULTING FROM
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GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING STATE WITH A VIEW TO
CONTROLLING THE PRICE OF THE PRODUCT.

3 . THE PROPRIETOR OF A PATENT RELATING TO A PHARMACEUTICAL PRODUCT CANNOT
AVOID THE INCIDENCE OF COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF
GOODS FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF THE PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST DEFECTS THEREIN .

4 . ARTICLE 42 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION AND THE
ADJUSTMENTS TO THE TREATIES CANNOT BE INVOKED TO PREVENT IMPORTATION INTO
THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS PUT ONTO THE MARKET IN
THE UNITED KINGDOM BY THE PATENTEE OR WITH HIS CONSENT .

5 . ARTICLE 85 OF THE TREATY IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED
PRACTICES BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING
THE STATUS OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN
ECONOMIC UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE
ITS COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.

IN CASE 15/74,

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE HOGE RAAD
OF THE NETHERLANDS, FOR A PRELIMINARY RULING IN THE ACTION PENDING BEFORE
THAT COURT BETWEEN

CENTRAFARM BV, WITH REGISTERED OFFICE IN ROTTERDAM, WITH ADRIAAN DE PEIJPER,
RESIDENT AT NIEUWERKERK AAN DE IJSSEL,

AND

STERLING DRUG INC., WITH REGISTERED OFFICE IN NEW YORK,

ON THE INTERPRETATION OF THE RULES OF THE EEC TREATY ON THE FREE MOVEMENT
OF GOODS, IN CONJUNCTION WITH ARTICLE 42 OF THE ACT ANNEXED TO THE TREATY
CONCERNING THE ACCESSION OF THE NEW MEMBER STATES TO THE ECONOMIC
COMMUNITY, AND ON THE INTERPRETATION OF ARTICLE 85 OF THE EEC TREATY, IN
RELATION TO PATENT RIGHTS,

1 BY INTERIM DECISION OF 1 MARCH 1974, REGISTERED AT THE COURT ON 4 MARCH, THE
HOGE RAAD DER NEDERLANDEN (DUTCH SUPREME COURT ) REFERRED CERTAIN
QUESTIONS, BY VIRTUE OF ARTICLE 177 OF THE EEC TREATY, ON PATENT RIGHTS IN
RELATION TO THE PROVISIONS OF THE TREATY AND OF THE ACT CONCERNING THE
ACCESSION OF THE THREE NEW MEMBER STATES.

2 IN THE DECISION MAKING THE REFERENCE THE HOGE RAAD SET OUT AS FOLLOWS THE
ELEMENTS OF FACT AND OF NATIONAL LAW IN ISSUE IN RELATION TO THE QUESTIONS
REFERRED :

- A PATENTEE HOLDS PARALLEL PATENTS IN SEVERAL OF THE STATES BELONGING TO
THE EEC,

- THE PRODUCTS PROTECTED BY THOSE PATENTS ARE LAWFULLY MARKETED IN ONE OR
MORE OF THOSE MEMBER STATES BY UNDERTAKINGS TO WHICH THE PATENTEE HAS
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GRANTED LICENCES TO MANUFACTURE AND/OR SELL,

- THOSE PRODUCTS ARE SUBSEQUENTLY EXPORTED BY THIRD PARTIES AND ARE
MARKETED AND FURTHER DEALT IN IN ONE OF THOSE OTHER MEMBER STATES,

- THE PATENT LEGISLATION IN THE LASTMENTIONED STATE GIVES THE PATENTEE THE
RIGHT TO TAKE LEGAL ACTION TO PREVENT PRODUCTS THUS PROTECTED BY PATENTS
FROM BEING THERE MARKETED BY OTHERS, EVEN WHERE THESE PRODUCTS WERE
PREVIOUSLY LAWFULLY MARKETED IN ANOTHER COUNTRY BY THE PATENTEE OR BY
THE PATENTEE'S LICENCEE.

3 IT APPEARS FROM THE PROCEEDINGS THAT THE MAIN ACTION IS CONCERNED WITH
THE RIGHTS OF A PROPRIETOR OF PARALLEL PATENTS IN SEVERAL MEMBER STATES WHO
GRANTS AN EXCLUSIVE LICENCE TO SELL, BUT NOT TO MANUFACTURE, THE PATENT
PRODUCT IN ONE OF THOSE STATES, WHILE AT THE SAME TIME THE PATENTEE DOES NOT
MANUFACTURE THE PATENT PRODUCT IN THAT SAME MEMBER STATE.

AS REGARDS QUESTION I (A )

4 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER, UNDER THE CONDITIONS
POSTULATED, THE RULES IN THE EEC TREATY CONCERNING THE FREE MOVEMENT OF
GOODS PREVENT THE PATENTEE FROM ENSURING THAT THE PRODUCT PROTECTED BY
THE PATENT IS NOT MARKETED BY OTHERS.

5 AS A RESULT OF THE PROVISIONS IN THE TREATY RELATING TO THE FREE MOVEMENT
OF GOODS AND IN PARTICULAR OF ARTICLE 30, QUANTITATIVE RESTRICTIONS ON
IMPORTS AND ALL MEASURES HAVING EQUIVALENT EFFECT ARE PROHIBITED BETWEEN
MEMBER STATES.

6 BY ARTICLE 36 THESE PROVISIONS SHALL NEVERTHELESS NOT INCLUDE PROHIBITIONS
OR RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF
INDUSTRIAL OR COMMERCIAL PROPERTY.

7 NEVERTHELESS, IT IS CLEAR FROM THIS SAME ARTICLE, IN PARTICULAR ITS SECOND
SENTENCE, AS WELL AS FROM THE CONTEXT, THAT WHILST THE TREATY DOES NOT
AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER
STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY, YET THE EXERCISE OF
THESE RIGHTS MAY NEVERTHELESS, DEPENDING ON THE CIRCUMSTANCES, BE AFFECTED
BY THE PROHIBITIONS IN THE TREATY.

8 INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES
OF THE COMMON MARKET, ARTICLE 36 IN FACT ONLY ADMITS OF DEROGATIONS FROM
THE FREE MOVEMENT OF GOODS WHERE SUCH DEROGATIONS ARE JUSTIFIED FOR THE
PURPOSE OF SAFEGUARDING RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT MATTER
OF THIS PROPERTY.

9 IN RELATION TO PATENTS, THE SPECIFIC SUBJECT MATTER OF THE INDUSTRIAL
PROPERTY IS THE GUARANTEE THAT THE PATENTEE, TO REWARD THE CREATIVE EFFORT
OF THE INVENTOR, HAS THE EXCLUSIVE RIGHT TO USE AN INVENTION WITH A VIEW TO
MANUFACTURING INDUSTRIAL PRODUCTS AND PUTTING THEM INTO CIRCULATION FOR
THE FIRST TIME, EITHER DIRECTLY OR BY THE GRANT OF LICENCES TO THIRD PARTIES,
AS WELL AS THE RIGHT TO OPPOSE INFRINGEMENTS.

10 AN OBSTACLE TO THE FREE MOVEMENT OF GOODS MAY ARISE OUT OF THE
EXISTENCE, WITHIN A NATIONAL LEGISLATION CONCERNING INDUSTRIAL AND
COMMERCIAL PROPERTY, OF PROVISIONS LAYING DOWN THAT A PATENTEE'S RIGHT IS
NOT EXHAUSTED WHEN
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THE PRODUCT PROTECTED BY THE PATENT IS MARKETED IN ANOTHER MEMBER STATE,
WITH THE RESULT THAT THE PATENTEE CAN PREVENT IMPORTATION OF THE PRODUCT
INTO HIS OWN MEMBER STATE WHEN IT HAS BEEN MARKETED IN ANOTHER STATE.

11 WHEREAS AN OBSTACLE TO THE FREE MOVEMENT OF GOODS OF THIS KIND MAY BE
JUSTIFIED ON THE GROUND OF PROTECTION OF INDUSTRIAL PROPERTY WHERE SUCH
PROTECTION IS INVOKED AGAINST A PRODUCT COMING FROM A MEMBER STATE WHERE
IT IS NOT PATENTABLE AND HAS BEEN MANUFACTURED BY THIRD PARTIES WITHOUT
THE CONSENT OF THE PATENTEE AND IN CASES WHERE THERE EXIST PATENTS, THE
ORIGINAL PROPRIETORS OF WHICH ARE LEGALLY AND ECONOMICALLY INDEPENDENT, A
DEROGATION FROM THE PRINCIPLE OF THE FREE MOVEMENT OF GOODS IS NOT,
HOWEVER, JUSTIFIED WHERE THE PRODUCT HAS BEEN PUT ONTO THE MARKET IN A
LEGAL MANNER, BY THE PATENTEE HIMSELF OR WITH HIS CONSENT, IN THE MEMBER
STATE FROM WHICH IT HAS BEEN IMPORTED, IN PARTICULAR IN THE CASE OF A
PROPRIETOR OF PARALLEL PATENTS.

12 IN FACT, IF A PATENTEE COULD PREVENT THE IMPORT OF PROTECTED PRODUCTS
MARKETED BY HIM OR WITH HIS CONSENT IN ANOTHER MEMBER STATE, HE WOULD BE
ABLE TO PARTITION OFF NATIONAL MARKETS AND THEREBY RESTRICT TRADE BETWEEN
MEMBER STATES, IN A SITUATION WHERE NO SUCH RESTRICTION WAS NECESSARY TO
GUARANTEE THE ESSENCE OF THE EXCLUSIVE RIGHTS FLOWING FROM THE PARALLEL
PATENTS.

13 THE PLAINTIFF IN THE MAIN ACTION CLAIMS, IN THIS CONNECTION, THAT BY REASON
OF DIVERGENCES BETWEEN NATIONAL LEGISLATIONS AND PRACTICE, TRULY IDENTICAL
OR PARALLEL PATENTS CAN HARDLY BE SAID TO EXIST.

14 IT SHOULD BE NOTED HERE THAT, IN SPITE OF THE DIVERGENCES WHICH REMAIN IN
THE ABSENCE OF ANY UNIFICATION OF NATIONAL RULES CONCERNING INDUSTRIAL
PROPERTY, THE IDENTITY OF THE PROTECTED INVENTION IS CLEARLY THE ESSENTIAL
ELEMENT OF THE CONCEPT OF PARALLEL PATENTS WHICH IT IS FOR THE COURTS TO
ASSESS.

15 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED TO THE EFFECT THAT
THE EXERCISE, BY A PATENTEE, OF THE RIGHT WHICH HE ENJOYS UNDER THE
LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF A
PRODUCT PROTECTED BY THE PATENT WHICH HAS BEEN MARKETED IN ANOTHER
MEMBER STATE BY THE PATENTEE OR WITH HIS CONSENT IS INCOMPATIBLE WITH THE
RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF GOODS WITHIN THE
COMMON MARKET.

AS REGARDS QUESTION I (B )

16 THIS QUESTION WAS REFERRED TO COVER THE POSSIBILITY THAT COMMUNITY RULES
DO NOT UNDER ALL CIRCUMSTANCES PREVENT THE PATENTEE FROM EXERCISING THE
RIGHT, UNDER HIS NATIONAL LAW, TO PROHIBIT IMPORTS OF THE PROTECTED PRODUCT.

17 IT FOLLOWS FROM THE ANSWER GIVEN TO QUESTION I (A ) ABOVE THAT QUESTION I
(B ) HAS BECOME DEVOID OF OBJECT.

AS REGARDS QUESTION I (C )

18 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER IT MAKES ANY DIFFERENCE
TO THE ANSWER GIVEN TO QUESTION I (A ) THAT THE PATENTEE AND THE LICENCEES
DO OR DO NOT BELONG TO THE SAME CONCERN.
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19 IT FOLLOWS FROM THE ANSWER GIVEN TO QUESTION I (A ) THAT THE FACTOR WHICH
ABOVE ALL ELSE CHARACTERIZES A RESTRICTION OF TRADE BETWEEN MEMBER STATES
IS THE TERRITORIAL PROTECTION GRANTED TO A PATENTEE IN ONE MEMBER STATE
AGAINST IMPORTATION OF THE PRODUCT WHICH HAS BEEN MARKETED IN ANOTHER
MEMBER STATE BY THE PATENTEE HIMSELF OR WITH HIS CONSENT.

20 THEREFORE THE RESULT OF THE GRANT OF A SALES LICENCE IN A MEMBER STATE IS
THAT THE PATENTEE CAN NO LONGER PREVENT THE SALE OF THE PROTECTED PRODUCT
THROUGHOUT THE COMMON MARKET.

21 ACCORDINGLY, IT IS OF NO SIGNIFICANCE TO KNOW WHETHER THE PATENTEE AND
THE LICENCEES DO OR DO NOT BELONG TO THE SAME CONCERN.

AS REGARDS QUESTION I (D )

22 THIS QUESTION REQUIRES THE COURT TO STATE, IN SUBSTANCE, WHETHER THE
PATENTEE CAN, NOTWITHSTANDING THE ANSWER GIVEN TO THE FIRST QUESTION,
PREVENT IMPORTATION OF THE PROTECTED PRODUCT, GIVEN THE EXISTENCE OF PRICE
DIFFERENCES RESULTING FROM GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING
COUNTRY WITH A VIEW TO CONTROLLING THE PRICE OF THAT PRODUCT.

23 IT IS PART OF THE COMMUNITY AUTHORITIES' TASK TO ELIMINATE FACTORS LIKELY
TO DISTORT COMPETITION BETWEEN MEMBER STATES, IN PARTICULAR BY THE
HARMONIZATION OF NATIONAL MEASURES FOR THE CONTROL OF PRICES AND BY THE
PROHIBITION OF AIDS WHICH ARE INCOMPATIBLE WITH THE COMMON MARKET, IN
ADDITION TO THE EXERCISE OF THEIR POWERS IN THE FIELD OF COMPETITION.

24 THE EXISTENCE OF FACTORS SUCH AS THESE IN A MEMBER STATE, HOWEVER,
CANNOT JUSTIFY THE MAINTENANCE OR INTRODUCTION BY ANOTHER MEMBER STATE OF
MEASURES WHICH ARE INCOMPATIBLE WITH THE RULES CONCERNING THE FREE
MOVEMENT OF GOODS, IN PARTICULAR IN THE FIELD OF INDUSTRIAL AND COMMERCIAL
PROPERTY.

25 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED IN THE NEGATIVE .

AS REGARDS QUESTION I (E )

26 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER THE PATENTEE IS
AUTHORIZED TO EXERCISE THE RIGHTS CONFERRED ON HIM BY THE PATENT,
NOTWITHSTANDING COMMUNITY RULES ON THE FREE MOVEMENT OF GOODS, FOR THE
PURPOSE OF CONTROLLING THE DISTRIBUTION OF A PHARMACEUTICAL PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST THE RISKS ARISING FROM DEFECTS THEREIN.

27 THE PROTECTION OF THE PUBLIC AGAINST RISKS ARISING FROM DEFECTIVE
PHARMACEUTICAL PRODUCTS IS A MATTER OF LEGITIMATE CONCERN, AND ARTICLE 36
OF THE TREATY AUTHORIZES THE MEMBER STATES TO DEROGATE FROM THE RULES
CONCERNING THE FREE MOVEMENT OF GOODS ON GROUNDS OF THE PROTECTION OF
HEALTH AND LIFE OF HUMANS AND ANIMALS.

28 HOWEVER, THE MEASURES NECESSARY TO ACHIEVE THIS MUST BE SUCH AS MAY
PROPERLY BE ADOPTED IN THE FIELD OF HEALTH CONTROL, AND MUST NOT CONSTITUTE
A MISUSE OF THE RULES CONCERNING INDUSTRIAL AND COMMERCIAL PROPERTY .

29 MOREOVER, THE SPECIFIC CONSIDERATIONS UNDERLYING THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY ARE DISTINCT FROM THE CONSIDERATIONS
UNDERLYING THE PROTECTION OF THE PUBLIC AND ANY RESPONSIBILITIES WHICH
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THAT MAY IMPLY.

30 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED IN THE NEGATIVE .

AS REGARDS QUESTION I (F )

31 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER ARTICLE 42 OF THE ACT
CONCERNING THE CONDITIONS OF ACCESSION OF THE THREE NEW MEMBER STATES
IMPLIES THAT THE RULES OF THE TREATY CONCERNING THE FREE MOVEMENT OF GOODS
CANNOT BE INVOKED IN THE NETHERLANDS UNTIL 1 JANUARY 1975, INSOFAR AS THE
GOODS IN QUESTION ORIGINATE IN THE UNITED KINGDOM

32 PARAGRAPH 1 OF ARTICLE 42 OF THE ACT OF ACCESSION PROVIDES THAT
QUANTITATIVE RESTRICTIONS ON IMPORTS AND EXPORTS SHALL, FROM THE DATE OF
ACCESSION, BE ABOLISHED BETWEEN THE COMMUNITY AS ORIGINALLY CONSTITUTED
AND THE NEW MEMBER STATES.

33 UNDER PARAGRAPH 2 OF THE SAME ARTICLE, WHICH IS MORE DIRECTLY RELEVANT
TO THE QUESTION, 'MEASURES HAVING EQUIVALENT EFFECT TO SUCH RESTRICTIONS
SHALL BE ABOLISHED BY 1 JANUARY 1975 AT THE LATEST '.

34 IN THE CONTEXT, THIS PROVISION CAN REFER ONLY TO THOSE MEASURES HAVING AN
EFFECT EQUIVALENT TO QUANTITATIVE RESTRICTIONS WHICH, AS BETWEEN THE
ORIGINAL MEMBER STATES, HAD TO BE ABOLISHED AT THE END OF THE TRANSITIONAL
PERIOD, PURSUANT TO ARTICLES 30 AND 32 TO 35 OF THE EEC TREATY .

35 IT THEREFORE APPEARS THAT ARTICLE 42 OF THE ACT OF ACCESSION HAS NO EFFECT
UPON PROHIBITIONS ON IMPORTATION ARISING FROM NATIONAL LEGISLATION
CONCERNING INDUSTRIAL AND COMMERCIAL PROPERTY.

36 THE CASE UNDER CONSIDERATION IS THEREFORE SUBJECT TO THE PRINCIPLE
ENSHRINED IN THE TREATY AND IN THE ACT OF ACCESSION, ACCORDING TO WHICH THE
PROVISIONS OF THE TREATIES ESTABLISHING THE EUROPEAN COMMUNITIES CONCERNING
THE FREE MOVEMENT OF GOODS AND, IN PARTICULAR, ARTICLE 30, ARE APPLICABLE,
FROM THE DATE OF ACCESSION, TO THE NEW MEMBER STATES, SAVE WHERE CONTRARY
IS EXPRESSLY STATED.

37 IT FOLLOWS THAT ARTICLE 42 OF THE ACT OF ACCESSION CANNOT BE INVOKED TO
PREVENT IMPORTATION INTO THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF
GOODS PUT ONTO THE MARKET IN THE UNITED KINGDOM UNDER THE CONDITIONS SET
OUT ABOVE BY THE PATENTEE OR WITH HIS CONSENT.

AS REGARDS QUESTIONS II (A ) AND (B )

38 THESE QUESTIONS REQUIRE THE COURT TO STATE WHETHER ARTICLE 85 OF THE
TREATY IS APPLICABLE TO AGREEMENTS AND CONCERTED PRACTICES BETWEEN THE
PROPRIETOR OF PARALLEL PATENTS IN VARIOUS MEMBER STATES AND HIS LICENCEES, IF
THE OBJECTIVE OF THOSE AGREEMENTS AND CONCERTED PRACTICES IS TO REGULATE
DIFFERENTLY FOR THE DIFFERENT COUNTRIES THE CONDITIONS ON THE MARKET IN
RESPECT OF THE GOODS PROTECTED BY THE PATENTS .

39 ALTHOUGH THE EXISTENCE OF RIGHTS RECOGNIZED UNDER THE INDUSTRIAL
PROPERTY LEGISLATION OF A MEMBER STATE IS NOT AFFECTED BY ARTICLE 85 OF THE
TREATY, THE CONDITIONS UNDER WHICH THOSE RIGHTS MAY BE EXERCISED MAY
NEVERTHELESS FALL WITHIN THE PROHIBITIONS CONTAINED IN THAT ARTICLE.
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40 THIS MAY BE THE CASE WHENEVER THE EXERCISE OF SUCH A RIGHT APPEARS TO BE
THE OBJECT, THE MEANS OR THE CONSEQUENCE OF AN AGREEMENT

41 ARTICLE 85, HOWEVER, IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED
PRACTICES BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING
THE STATUS OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN
ECONOMIC UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE
ITS COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.

42 THE COSTS INCURRED BY THE GOVERNMENT OF THE KINGDOM OF DENMARK AND THE
COMMISSION OF THE EUROPEAN COMMUNITIES, WHICH HAVE SUBMITTED OBSERVATIONS
TO THE COURT, ARE NOT RECOVERABLE.

43 AS THESE PROCEEDINGS ARE, INSOFAR AS THE PARTIES TO THE MAIN ACTION ARE
CONCERNED, A STEP IN THE ACTION PENDING BEFORE THE HOGE RAAD DER
NEDERLANDEN, COSTS ARE A MATTER FOR THAT COURT.

ON THOSE GROUNDS,

THE COURT,

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE HOGE RAAD DER
NEDERLANDEN, BY INTERIM DECISION OF 1 MARCH 1974, HEREBY RULES :

1 . THE EXERCISE, BY THE PATENTEE, OF THE RIGHT WHICH HE ENJOYS UNDER THE
LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF A
PRODUCT PROTECTED BY THE PATENT WHICH HAS BEEN MARKETED IN ANOTHER
MEMBER STATE BY THE PATENTEE OR WITH HIS CONSENT IS INCOMPATIBLE WITH THE
RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF GOODS WITHIN THE
COMMON MARKET.

2 . IN THIS CONNECTION, IT IS OF NO SIGNIFICANCE TO KNOW WHETHER THE PATENTEE
AND THE UNDERTAKINGS TO WHICH THE LATTER HAS GRANTED LICENCES DO OR DO
NOT BELONG TO THE SAME CONCERN.

3 . IT IS ALSO A MATTER OF NO SIGNIFICANCE THAT THERE EXIST, AS BETWEEN THE
EXPORTING AND IMPORTING MEMBER STATES, PRICE DIFFERENCES RESULTING FROM
GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING STATE WITH A VIEW TO
CONTROLLING THE PRICE OF THE PRODUCT.

4 . THE PROPRIETOR OF A PATENT RELATING TO A PHARMACEUTICAL PRODUCT CANNOT
AVOID THE INCIDENCE OF COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF
GOODS FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF THE PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST DEFECTS THEREIN .

5 . ARTICLE 42 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION AND THE
ADJUSTMENTS TO THE TREATIES CANNOT BE INVOKED TO PREVENT IMPORTATION INTO
THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS PUT ONTO THE MARKET IN
THE UNITED KINGDOM BY THE PATENTEE OR WITH HIS CONSENT .

6 . ARTICLE 85 IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED PRACTICES
BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING THE STATUS
OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN ECONOMIC
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UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE ITS
COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.
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Judgment of the Court
of 27 October 1992

Generics (UK) Ltd and Harris Pharmaceuticals Ltd v Smith Kline &French Laboratories Ltd.
Reference for a preliminary ruling: Court of appeal (England) - United Kingdom.

Patents - Compulsory licences - Articles 30 and 36 of the EEC Treaty.
Case C-191/90.

++++

1. Free movement of goods ° Industrial and commercial property ° Patent right ° Refusal or grant, to
licencee of right, of authorization to import the patented product from non-member countries according to
whether the national market is supplied by way of manufacture there or imports from other Member States
by the proprietor of the patent ° Not permissible

(EEC Treaty, Arts 30 and 36)

2. Accession of new Member States to the Communities ° Spain ° Portugal ° Free movement of goods °
Industrial and commercial property ° Patent right ° Licencee of right of a pharmaceutical product
prohibited from importing it from Spain or Portugal ° Whether permissible ° Conditions

(EEC Treaty, Arts 30 and 36; 1985 Act of Accession, Arts 47 and 209)

1. Articles 30 and 36 of the Treaty must be interpreted as precluding the authorities of Member States
competent to settle, in the absence of agreement, the terms of licences of right from relying upon
provisions of national legislation in order to refuse the licensee of right authorization to import the
patented product from non-member countries where the proprietor of the patent manufactures the product
within the national territory and in order to grant such authorization where the proprietor of the patent
works his patent by importing the product from other Member States of the Community. Such a practice
is discriminatory because it encourages proprietors of patents to manufacture patented products within the
national territory rather than to import them from other Member States and does not correspond to any
requirement for the safeguarding of rights constituting the specific subject-matter of the industrial and
commercial property.

2. Articles 47 and 209 of the Act of Accession of 1985, according to which the holder (or his beneficiary)
of a patent for a pharmaceutical product filed in a Member State at a time when a product patent could
not be obtained in Spain or Portugal for that product may rely upon the rights granted by the patent in
order to prevent the import and marketing of that product in the existing Member State or States where
that product enjoys patent protection, even if that product was put on the market in Spain or Portugal for
the first time by him or with his consent, must be interpreted to the effect that the authorities of the
Member States competent to settle, in the absence of agreement, the conditions of licences of right may,
on the basis of those provisions and in derogation from the principles laid down by Articles 30 and 36 of
the Treaty, prohibit the licensee from importing from Spain and Portugal a patented pharmaceutical
product if national law confers upon the proprietor of the patent the right to prevent imports and if the
proprietor exercises the right conferred upon him by Articles 47 and 209.

In Case C-191/90,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Court of Appeal of England and
Wales for a preliminary ruling in the proceedings pending before that court between

Generics (UK) Limited,

Harris Pharmaceuticals Limited,

and
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Smith Kline and French Laboratories Limited,

on the interpretation of Articles 30 and 36 of the EEC Treaty and the Act concerning the conditions of
accession of the Kingdom of Spain and the Portuguese Republic and the adjustments to the Treaties,

THE COURT,

composed of: O. Due, President, G.C. Rodriguez Iglesias, M. Zuleeg, J.L. Murray (Presidents of
Chambers), G.F. Mancini, F.A. Schockweiler, J.C. Moitinho de Almeida, F. Grévisse and D.A.O. Edward,
Judges,

Advocate General: W. Van Gerven,

Registrar: H. Von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

° the Government of the United Kingdom of Great Britain and Northern Ireland, represented initially by
Rosemary M. Caudwell, of the Treasury Solicitor' s Department, and subsequently by Sue Cochrane, of the
Treasury Solicitor' s Department, acting as Agent,

° the Kingdom of Spain, represented initially by Carlos Bastarreche Saguees, Director General for
Community Legal and Institutional Coordination, and subsequently by Alberto Jose Navarro Gonzalez,
Director General for Community Legal and Institutional Coordination, and by Antonio Hierro
Hernandez-Mora, Abogado del Estado, acting as Agents,

° Harris Pharmaceuticals Limited, by Kenneth Parker and Henry Carr, Barristers,

° Smith Kline and French Laboratories Limited, by Robin Jacob QC, Guy Burkill, Barrister, and Sebastian
Farr, Solicitor, of Simmons and Simmons,

° Generics (UK) Limited, by Stephen Kon, Solicitor of S.J. Berwin and Co, assisted by Sheila Radford,
Solicitor of S.J. Berwin and Co,

° Commission of the European Communities, by Richard Wainwright, Legal Adviser, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Generics (UK) Ltd, the Kingdom of Spain, the United Kingdom,
represented by Sue Cochrane, of the Treasury Solicitor' s Department, acting as Agent, assisted by Eleanor
Sharpston, Barrister, and the Commission of the European Communities at the hearing on 16 June 1992,

after hearing the Opinion of the Advocate General at the sitting on 8 July 1992,

gives the following

Judgment

Costs

44 The costs incurred by the United Kingdom and Spanish Governments and the Commission of the
European Communities, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the proceedings pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Court of Appeal of England and Wales by order
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of 13 February 1990, hereby rules:

1. Articles 30 and 36 of the Treaty must be interpreted as precluding the authorities of Member States
competent to settle, in the absence of agreement, the terms of licences of right from relying upon
provisions of national legislation in order to refuse the licensee of right authorization to import the
patented product from non-member countries where the proprietor of the patent manufactures the product
within the national territory and in order to grant such authorization where the proprietor of the patent
works his patent by importing the product from other Member States of the Community.

2. Articles 47 and 209 of the Act concerning the conditions of the accession of the Kingdom of Spain and
the Portuguese Republic and the adjustments to the Treaties must be interpreted to the effect that the
authorities of the Member States competent to settle, in the absence of agreement, the conditions of
licences of right may, on the basis of those provisions and in derogation from the principles laid down by
Articles 30 and 36 of the Treaty, prohibit the licensee from importing from Spain and Portugal a patented
pharmaceutical product if national law confers upon the proprietor of the patent the right to prevent
imports and if the proprietor exercises the right conferred upon him by Articles 47 and 209.

1 By order of 13 February 1990, received at the Court on 19 June 1990, the Court of Appeal of England
and Wales referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty several
questions relating to the interpretation of Articles 30 and 36 of the Treaty and of the Act concerning the
conditions of accession of the Kingdom of Spain and the Portuguese Republic and the adjustments to the
Treaties, in order to allow it to assess the compatibility with Community law of certain practices followed
by the competent national authorities for the purpose of settling the terms of licences of right in respect of
patents.

2 Those questions were put in connection with proceedings between Smith Kline and French Laboratories
Limited (hereinafter referred to as "SKF"), the proprietor of two United Kingdom patents for the
pharmaceutical product "Cimetidine", on the one hand, and Generics UK Limited ("Generics") and Harris
Pharmaceuticals Limited ("Harris"), on the other. The dispute concerns the importation of the product into
the United Kingdom from non-member countries and from Spain and Portugal.

3 Pursuant to the Patents Act 1977 SKF' s patents were endorsed "licences of right" from 9 March 1988.

4 According to the national legislation applicable to patents bearing such an endorsement and in particular
section 46 of the Patents Act, any person is entitled as of right to a licence under the patent on such
terms as may be settled by agreement with the proprietor of the patent or, in default of agreement, by the
Comptroller General of Patents ("the Comptroller").

5 The House of Lords has held that the Comptroller may have regard, for the purpose of settling the terms
of such licences, to sections 48(3) and 50(1) of the Patents Act, concerning compulsory licences. Those
provisions allow the Comptroller to take into account, in the exercise of his powers, the fact that the
patent is not being worked for the purpose of manufacturing the product in the United Kingdom.

6 It is common ground that the practice of the competent national authorities is, pursuant to those
provisions, to authorize the licensee of right to import the patented product from non-member countries
where the proprietor of the patent works the patent by importing the product into the United Kingdom
from other Member States and, conversely, to deny the licensee the right to import the product from
non-member countries where the proprietor of the patent manufactures the product within the United
Kingdom.

7 Pursuant to the national law in force, Harris and Generics sought from SKF a licence of right
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permitting them inter alia to import Cimetidine. Since the parties could not reach agreement, the matter
was referred to the Comptroller and subsequently to the Patents Court.

8 Taking into account the fact that SKF manufactured Cimetidine in the form of raw material in Ireland
and made up the finished product in the United Kingdom, the Patents Court included in the conditions for
the licences of right requested by Harris and Generics a term prohibiting them from importing Cimetidine,
as a finished product, from non-member countries and from Spain and Portugal. Those two Member States
were equated with non-member countries on the basis of the transitional provisions in Articles 47 and 209
of the Act of Accession concerning certain patents. The Patents Court refused however to include such a
clause in respect of the importation of Cimetidine in raw-material form.

9 Both SKF and Harris and Generics appealed to the Court of Appeal, which stayed the proceedings and
referred the following questions to the Court for a preliminary ruling:

"1. Is it compatible with Articles 30 and 36 of the EEC Treaty for a competent authority charged with
settling the terms of a licence under a patent compulsorily endorsed 'licences of right' to rely upon the
provisions of sub-sections 48(3)(a) and 50(1)(c) of the Patents Act 1977 in determining whether or not
to include as a term of such a licence the right to import patented products from outside the EEC? Is it
contrary to Articles 30 and 36 for it normally to apply sub-sections 48(3)(a) and 50(1)(c) as requiring it
to refuse a licence to import from another country when the patentee works the patent by manufacture
in the United Kingdom but to grant a licence to import from a third country where the patentee works
the patent by importation of products manufactured in other Member States of the EEC?

2 (a) Is the answer to the previous question affected by the fact that sub-sections 48(3)(a) and 50(1)(c) of
the Patents Act 1977 apply to the grant of compulsory patent licences and provide that a compulsory
licence may be granted in respect of a patent if the same is not being worked in the United Kingdom?

(b) Is the answer to the previous question affected if, in exercising its discretion as to whether or not to
permit importation from a third country, the competent authority places reliance upon sub-sections
48(3)(a) and 50(1)(c) of the Patents Act 1977 in ascertaining what factors are relevant to take into
account?

3 Having regard to the provisions of the Treaties of Accession of Spain and Portugal to the EEC and the
judgment of the Court of Justice in Case 434/85 (Allen and Hanburys Limited v Generics (UK) Limited
[1988] ECR 1245) is it contrary to Articles 30 and 36 of the EEC Treaty for the competent authority in
settling the terms of a licence of right in respect of a patent for a pharmaceutical product to include a
term restricting importation of that product from Spain or Portugal?"

10 Reference is made to the Report for the Hearing for a fuller account of the facts of the case, the
procedure and the written observations submitted to the Court, which are mentioned or discussed
hereinafter only in so far as is necessary for the reasoning of the Court.

The first and second questions

11 The first two questions are designed essentially to establish whether the authorities of Member States
which are competent to settle, in the absence of agreement, the terms of licences of right may, without
contravening Articles 30 and 36 of the Treaty, rely on national legislation such as sections 48(3) and 50(1)
of the Patents Act in order to refuse the licensee of right authorization to import the products covered by
the patent from non-member countries where the proprietor of the patent manufactures the product within
the national territory and in order to grant such authorization where the proprietor of the patent works his
patent by importing the product from other Member
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States of the Community.

12 It should be noted first that the Court, in its judgment in Case C-30/90 Commission v United Kingdom
[1992] ECR I-829, held that the abovementioned provisions of sections 48 and 50 of the Patents Act are
contrary to Article 30 of the Treaty inasmuch as they treat a situation where demand for the patented
product is satisfied on the domestic market by imports from Member States other than the United
Kingdom as being one in which a compulsory licence may be granted for insufficient exploitation of the
patent.

13 However, in that judgment the Court did not consider the question raised here of whether, on the basis
of those national provisions, the competent authorities may, for the purpose of refusing or granting the
licensee of right the authorization to import the product from non-member countries, take into account the
Member State in which the proprietor of the patent manufactures the product without infringing
Community law.

14 The Commission and SKF argue that, where national authorities adopt a practice of settling the terms
of licences of right concerning imports from non-member countries according to the place where the
proprietor of the patent manufactures the product, that practice affects trade between Member States by
virtue of its discriminatory nature and hence infringes the provisions of Articles 30 and 36 of the Treaty.

15 The United Kingdom Government maintained in its written observations that the provisions of the
Treaty concerning the free movement of goods could not be relied upon in order to challenge a practice
followed by national authorities with respect solely to imports from non-member countries. However, at
the hearing the representative of the United Kingdom Government conceded that, in the light of the
judgment in Commission v United Kingdom, which was delivered after the submission of the written
observations, the practice was discriminatory and incompatible with Community law.

16 Harris and Generics, for their part, argue that authorizing the licensee to import a patented product
from non-member countries does not affect intra-Community trade and cannot therefore be contrary to
Articles 30 and 36 of the Treaty.

17 As the Court has already held in its judgment in Case 51/75 EMI Records Ltd v CBS United Kingdom
Ltd [1976] ECR 811, Articles 30 and 36 of the Treaty apply only to restrictions on imports affecting trade
between Member States. The authorities competent to settle the terms of licences of right may therefore
grant or refuse the licensee authorization to import the patented product from a non-member country
without infringing those provisions of the Treaty.

18 On the other hand, in exercising their powers with respect to imports from non-member countries, those
authorities are not entitled to apply criteria which, by their discriminatory nature, affect trade between
Member States in contravention of Articles 30 and 36 of the Treaty.

19 It follows from the practice of the national authorities to which the national court refers that the
licensee may be authorized to import the patented product from non-member countries where the proprietor
of the patent does not manufacture the product within the territory of the Member State in which the
patent was granted but imports the product from other Member States. The proprietor of the patent may in
such circumstances be exposed to competition from imports from non-member countries to which he is not
exposed when he works the patent by manufacturing the product within the national territory.

20 Such a practice is discriminatory because it encourages proprietors of patents to manufacture patented
products within the national territory rather than to import them from other Member States. It is therefore
capable of hindering intra-Community trade directly or indirectly, actually or potentially, and hence
constitutes a measure having equivalent effect to quantitative restrictions
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on imports within the meaning of Article 30 of the Treaty (judgment in Case 8/74 Dassonville [1974]
ECR 837, paragraph 5).

21 Under Article 36 of the Treaty prohibitions and restrictions on imports justified on grounds relating to
the protection of industrial and commercial property are permitted by that article on the express condition
that they shall not constitute a means of arbitrary discrimination or a disguised restriction on trade between
Member States.

22 As the Court has consistently held, where Article 36 is relied upon to protect industrial and commercial
property, it permits derogations from the fundamental principle of the free movement of goods within the
common market only in so far as such derogations are justified for the purpose of safeguarding rights
which constitute the specific subject-matter of such property (see in particular the judgment in Case
C-10/89 HAG [1990] ECR 1-3711, paragraph 12).

23 In the case of patents, the specific subject-matter of the industrial property is, in particular, the
exclusive right of the patent proprietor to use an invention with a view to manufacturing industrial
products and putting them into circulation for the first time, either directly or by the grant of licences to
third parties, and also the right to oppose infringements (see in particular the abovementioned judgment in
Commission v United Kingdom, paragraph 21).

24 In the situation referred to by the national court, there is no reason relating to the specific
subject-matter of the patent which is capable of justifying the different treatment accorded by the national
authorities. The reason for the difference in treatment is not the specific requirements of industrial and
commercial property but the desire to favour production within the territory of the Member State
concerned in accordance with the provisions of the national legislation.

25 Such a consideration, the effect of which is to frustrate the objectives of the Community as laid down
in particular in Article 2 and specified in Article 3 of the Treaty, cannot be accepted as justification for a
restriction on trade between Member States (abovementioned judgment in Commission v United Kingdom,
paragraph 30).

26 Harris and Generics argue that this discriminatory practice is necessary in order to avoid the adverse
consequences for competition and for the consumer which would arise in the absence of common rules
relating to patents. In order to illustrate their argument, they point out that in a case such as the present
they would not be entitled to the issue of licences of right in Member States other than the United
Kingdom where SKF is the patent proprietor. Unless they were authorized by the United Kingdom
authorities to import Cimetidine from non-member countries, they would be obliged to manufacture the
product solely within the United Kingdom in conditions which would not allow them to place on the
market a product which was competitive by comparison with the product manufactured in Ireland, at a
lower cost, by SKF.

27 That argument must be rejected on the ground that the adverse effects for the economy and for
consumers arising from the disparity in the legislation of the Member States and from the absence of
common rules applicable to patents cannot in any event justify discriminatory national practices contrary to
Articles 30 and 36 of the Treaty.

28 For those reasons the reply to be given to the first two questions is that Articles 30 and 36 of the
Treaty must be interpreted as precluding the authorities of Member States competent to settle, in the
absence of agreement, the terms of licences of right from relying upon provisions of national legislation in
order to refuse the licensee of right the authorization to import the patented product from non-member
countries where the proprietor of the patent manufactures the product within the national territory, and in
order to grant such authorization where the proprietor of the patent works his patent by importing the
product from other Member States of the Community.
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The third question

29 The national court' s question seeks in substance to establish whether Articles 47 and 209 of the Act of
Accession of Spain and Portugal must be interpreted as allowing the authorities of Member States
competent to settle, in the absence of agreement, the terms of licences of right to prohibit, in possible
derogation from Articles 30 and 36 of the Treaty, the licensee from importing a patented pharmaceutical
product from Spain and Portugal.

30 With effect from 1 January 1986 Articles 42 and 202 of the Act of Accession abolished, by implied
reference to Articles 30 and 36 of the Treaty, quantitative restrictions on imports and exports and also any
measures having equivalent effect existing between the Community and the two new Member States.

31 It follows that the principles laid down by the Court on the basis of Articles 30 and 36 of the Treaty
are applicable to trade between the Community and the two new Member States. The Court has
consistently held that the proprietor of an industrial or commercial property right protected by the
legislation of a Member State cannot rely upon that legislation to prevent the importation of a product
which has been lawfully marketed in another Member State by the proprietor himself or with his consent.
The Court has inferred from that principle that an inventor, or someone deriving rights from him, cannot
invoke the patent which he holds in one Member State to prevent the importation of a product freely
marketed by him in another Member State where the product is not patentable (judgment in Case 187/80
Merck [1981] ECR 2063, paragraphs 12 and 13).

32 However, Articles 47 and 209 of the Act of Accession expressly derogate, within the limits laid down
therein, from the abovementioned provisions of Articles 42 and 202 of that Act and the principles flowing
therefrom.

33 According to those provisions, the holder (or his beneficiary) of a patent for a pharmaceutical product
filed in a Member State at a time when a product patent could not be obtained in Spain or Portugal for
that product may rely upon the rights granted by the patent in order to prevent the import and marketing
of that product in the existing Member State or States where that product enjoys patent protection, even if
that product was put on the market in Spain or Portugal for the first time by him or with his consent.
That right may be invoked until the end of the third year after Spain or Portugal has made those products
patentable.

34 SKF argues that, in the absence of express provisions to the contrary, Articles 47 and 209 of the Act
of Accession are applicable to imports of patented pharmaceutical products in respect of which a licence
of right has been granted and hence may justify, by way of derogation from Articles 30 and 36 of the
Treaty, the refusal to authorize the licensee to import the products in question from Spain and Portugal.

35 The Commission, the Spanish and United Kingdom Governments and Harris and Generics argue that
patents endorsed "licences of right" are "weak" patents which are necessarily excluded from the scope of
the derogating provisions of Articles 47 and 209 of the Act of Accession.

36 They base their view on the judgment in Case 434/85 Allen and Hanburys [1988] ECR 1245,
according to which the proprietor of such a patent merely has the right to obtain a fair return from the
licensee, and thus ascribe to that judgment a scope which it does not have.

37 In that judgment the Court considered whether the prohibition on the importation into the United
Kingdom of a product protected by a patent endorsed "licences of right" was necessary in order to ensure
that the proprietor of the patent had the same rights with respect to importers that he enjoyed with respect
to producers manufacturing the product within the national territory and could therefore be justified under
Article 36 of the Treaty. It was solely for the purposes of defining
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those rights that the Court stated that, according to the United Kingdom legislation as interpreted by the
national court, the proprietor of a patent endorsed "licenses of right" merely retained the right to obtain a
fair return from the licensee (paragraph 13). The Court therefore did no more than take note of the United
Kingdom legislation and did not establish a Community definition of a "weak patent" from which it would
follow that a patent endorsed "licences of right" was necessarily excluded from the scope of Articles 47
and 209 of the Act of Accession.

38 In order to interpret those articles, it is necessary to have regard to the actual wording of the
provisions, according to which the proprietor of the patent "may rely upon the rights granted by that
patent in order to prevent the import and marketing" of the product.

39 The first condition for the application of those provisions is that the patent should grant its holder the
right to prevent imports. If, where such a right exists, Community law prevents it from being used in such
a way as to affect intra-Community trade contrary to Articles 30 and 36 of the Treaty, it is national law
which, in the present state of Community law and in the absence of approximation of national legislation,
defines the extent of the protection conferred by a patent or in respect of each type of patent.

40 In order to verify whether that condition is fulfilled, it is therefore for the national court to consider
whether the protection conferred by national law includes the right of the proprietor to prevent imports.

41 Such an interpretation is consistent with the purpose of Articles 47 and 209 of the Act of Accession,
namely to derogate in a limited area from the Community rules governing the free movement of goods
and not to create new rights exceeding the protection conferred on the patent by national law.

42 The second condition governing the prohibition on importing patented products from Spain and
Portugal concerns the fact that the provisions of Articles 47 and 209 of the Act of Accession merely
confer upon the proprietor of the patent the option of preventing such imports. Those derogating
provisions are therefore inapplicable unless the proprietor of the patent demonstrates his intention to
exercise that option. Contrary to the view expressed by the Spanish Government in its written
observations, the effect of that condition is not to prohibit the authorities of the Member States from
applying those provisions themselves. However, for the provisions to apply in such a case the proprietor of
the patent must have demonstrated his intention to exercise the right conferred upon him by Articles 47
and 209.

43 Consequently, the reply to the third question must be that Articles 47 and 209 of the Act of Accession
of Spain and Portugal must be interpreted to the effect that the authorities of the Member States competent
to settle, in the absence of agreement, the terms of licences of a right may, on the basis of those
provisions and in derogation from the principles laid down by Articles 30 and 36 of the Treaty, prohibit
the licensee from importing from Spain and Portugal a patented pharmaceutical product if national law
confers upon the proprietor of the patent the right to prevent imports and if the proprietor exercises the
right conferred upon him by Articles 47 and 209.
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Judgment of the Court
of 18 February 1992

Commission of the European Communities v United Kingdom of Great Britain and Northern
Ireland. Article 30 of the EEC Treaty - Patent - Compulsory licence. Case C-30/90.

++++

1. Free movement of goods - Industrial and commercial property - Patent rights - Powers of the Member
States - Scope and limits

(EEC Treaty, Arts 30, 36 and 222)

2. Free movement of goods - Industrial and commercial property - Patent rights - Grant of a compulsory
licence notwithstanding normal supply of the imports from other Member States - Not permissible

(EEC Treaty, Arts 30 and 36)

1. As Community law stands, the provisions on patents have not yet been the subject of unification at
Community level or in the context of approximation of laws and in those circumstances it is for the
national legislature to determine the conditions and rules regarding the protection conferred by patents.

However, the provisions of the Treaty, and in particular Article 222 according to which the Treaty in no
way prejudices the rules in Member States governing the system of property ownership, cannot be
interpreted as reserving to the national legislature, in relation to industrial and commercial property, the
power to adopt measures which would adversely affect the principle of free movement of goods within the
common market as provided for in and regulated by the Treaty.

2. Notwithstanding the fact that, as Community law regarding patents stands, it is for the national
legislature to determine the conditions and rules regarding the protection conferred by patents and it may
therefore penalize lack or insufficiency of exploitation of the patent by granting a compulsory licence, a
Member State is failing to fulfil its obligations under Article 30 of the Treaty if it treats a case where
demand for the patented product is satisfied on the domestic market by imports from other Member States
in the same way as cases of insufficiency of exploitation of the patent. To avoid any risk of loss of his
exclusive right, which could not, in his view, be duly compensated by the payment of the remuneration
laid down for a compulsory licence, the patentee is thus encouraged to manufacture on the territory of the
State where the patent has been granted, rather than to import the patented product from the territory of
other Member States. Such discrimination, which is designed to encourage domestic production, is justified
neither by Article 36 of the Treaty nor by Article 5 of the Paris Convention for the Protection of
Industrial Property.

In Case C-30/90,

Commission of the European Communities, represented by Eric L. White and Giuliano Marenco, members
of its Legal Service, acting as Agents, with an address for service in Luxembourg at the office of Roberto
Hayder, representing the Commission' s Legal Service, Wagner Centre, Kirchberg,

applicant,

v

United Kingdom of Great Britain and Northern Ireland, represented by Rosemary Caudwell, of the
Treasury Solicitor' s Department, acting as Agent, assisted by Nicholas Pumfrey QC, of the Bar of
England and Wales, with an address for service in Luxembourg at the British Embassy, 14 Boulevard
Roosevelt,

defendant,
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supported by

Kingdom of Spain, originally represented by Carlos Bastarreche Saguees, Director-General for Community
Legal and Institutional Coordination, and later by Alberto Jose Navarro Gonzalez, Director-General for
Community Legal and Institutional Coordination, and Antonio Hierro Hernandez-Mora, Abogado del
Estado, of the Department for Matters before the Court of Justice, acting as Agents, with an address for
service in Luxembourg at the Spanish Embassy, 4-6 Boulevard E. Servais,

intervener,

APPLICATION for a declaration that by providing for the grant of compulsory licences where a patent is
not worked in the United Kingdom to the fullest extent that is reasonably practicable or where demand for
the patented product in the United Kingdom is being met to a substantial extent through importation, the
United Kingdom has failed to comply with its obligations under Article 30 of the EEC Treaty,

THE COURT,

composed of: O. Due, President, Sir Gordon Slynn, R. Joliet, F.A. Schockweiler and F. Grévisse
(Presidents of Chambers), P.J.G. Kapteyn, G.F. Mancini, C.N. Kakouris, J.C. Moitinho de Almeida, G.C.
Rodríguez Iglesias, M. Díez de Velasco, M. Zuleeg and J.L. Murray, Judges,

Advocate General: W. Van Gerven,

Registrar: D. Louterman, Principal Administrator,

having regard to the Report for the Hearing,

after hearing the observations of the parties' representatives at the hearing on 16 October 1991,

after hearing the Opinion of the Advocate General at the sitting on 13 December 1991,

gives the following

Judgment

Costs

34 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party' s pleadings. Since the United Kingdom has failed in
its submissions, it must be ordered to pay the costs.

35 The Kingdom of Spain, which intervened in support of the United Kingdom, must, in accordance with
Article 69(4) of the Rules of Procedure, pay its own costs.

On those grounds,

THE COURT

hereby:

1. Declares that by treating a case where demand for the patented product is satisfied on the domestic
market by imports from other Member States as a case where a compulsory licence may be granted for
insufficiency of exploitation of the patent the United Kingdom has failed to fulfil its obligations under
Article 30 of the EEC Treaty;

2. Orders the United Kingdom to pay the costs;

3. Orders the Kingdom of Spain to bear its own costs.
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1 By application lodged at the Court Registry on 30 January 1990, the Commission of the European
Communities brought an action under Article 169 of the EEC Treaty for a declaration that by providing
for the grant of compulsory licences where a patent is not worked in the United Kingdom to the fullest
extent that is reasonably practicable or where demand for the patented product in the United Kingdom is
being met to a substantial extent through importation, the United Kingdom has failed to comply with its
obligations under Article 30 of the EEC Treaty.

2 In the United Kingdom patents are governed by the Patents Act 1977. Section 48 provides that the
Comptroller-General of Patents may order the grant of compulsory patent licences at any time after the
expiration of three years from the date of the grant of the patent on the grounds set out in section 48(3),
namely:

"(a) where the patented invention is capable of being commercially worked in the United Kingdom, that
it is not being so worked or is not being so worked to the fullest extent that is reasonably practicable;

(b) where the patented invention is a product, that a demand for the product in the United Kingdom

...

(ii) is being met to a substantial extent by importation;

(c) where the patented invention is capable of being commercially worked in the United Kingdom, that it is
being prevented or hindered from being so worked,

(i) where the invention is a product, by the importation of the product,

(ii) where the invention is a process, by the importation of a product obtained directly by means of the
process or to which the process has been applied;

..."

3 Section 50(1) of the Patents Act provides that the Comptroller may exercise his powers inter alia to
ensure that inventions which can be worked on a commercial scale in the United Kingdom and which
should in the public interest be so worked are worked there without undue delay and to the fullest extent
that is reasonably practicable.

4 The Commission took the view that those national provisions constituted measures having an effect
equivalent to quantitative restrictions on imports within the meaning of Article 30 of the Treaty and
therefore brought the present Treaty infringement proceedings.

5 Reference is made to the Report for the Hearing for a fuller account of the Community and national
provisions, the course of the procedure and the pleas in law and arguments of the parties, which are
mentioned or discussed hereinafter only in so far as is necessary for the reasoning of the Court.

The subject-matter of the application

6 The Commission makes it clear in its arguments in the application that it is not challenging in principle
the patentee' s obligation to work the patent and satisfy domestic demand for the patented product or the
right of the competent authorities of a Member State to grant a compulsory licence where that obligation
is not complied with. It is solely contesting the aforementioned provisions of the Patents Act in so far as
they distinguish between the manufacture of the patented product on national territory and the importation
of the product from the territory of another Member State and place imports at a disadvantage by virtue of
the conditions on which they allow the competent authorities to grant a compulsory licence where the
patent is being worked by importation. It is on the application as so defined that the Court must rule.

7 The Commission also points to the incompatibility with Article 30 of the Treaty of national

© An extract from a JUSTIS database



61990J0030 European Court reports 1992 Page I-00829 4

provisions which limit the exercise of rights conferred by a compulsory licence to the national territory.
Such incompatibility constitutes a separate complaint and since it is not included in the form of order
sought it will not be examined by the Court in these proceedings.

The merits of the action

8 In order to rule on the merits of the action it is necessary to specify the scope of the rules established
by the national provisions in question and then to determine whether those rules are compatible with
Article 30 of the Treaty.

The scope of the rules established by the national provisions in question

9 The United Kingdom points out that the provisions in question are only part of the Patents Act, which
was drafted in such a way as to give full effect to the provisions of Community law. Section 53(1) of the
Patents Act provides that sections 48 to 51 are to have effect subject to the provisions of the Community
Patent Convention as from the entry into force of that Convention.

10 The defendant further maintains that the fact that demand for a patented product on the domestic
market is being met by importation is not sufficient in itself to justify grant of a compulsory licence. In
granting such a licence the Comptroller must take account of other factors such as the public interest or
the economic interest in the manufacture of the product in the national territory.

11 That argument can have no effect upon the outcome of the dispute.

12 In the first place the reference in the Patents Act to the Community Patent Convention is, in any event,
devoid of legal significance so long as that Convention has not entered into force. Neither the Community
Patent Convention signed at Luxembourg on 15 December 1975 (hereinafter referred to as "the First
CPC"), which was not ratified by all Member States, nor the Convention annexed to the Agreement signed
at Luxembourg on 15 December 1989 (hereinafter referred to as "the Second CPC"), which is intended to
replace the First CPC and is in the process of being ratified, has yet entered into force.

13 In the second place, even accepting, as the United Kingdom claims, that the Comptroller is not bound
to grant a compulsory licence in all cases where demand for the patented product on the domestic market
is satisfied by imports from other Member States, it nevertheless follows from the aforementioned
provisions of section 48(3)(b) and (c) of the Patents Act that whenever the needs of the domestic market
are being satisfied wholly or in part by importation the patentee runs the risk of losing his exclusive right
as a result of the possible grant of a compulsory licence. It is the existence of that risk and the influence
it has upon the conduct of patentees which the Commission is challenging.

The compatibility of the national provisions at issue with Article 30 of the Treaty

14 According to the Commission the aforementioned national provisions encourage domestic production by
discriminating against the working of the patent by importation into the national territory. Such provisions
have the effect of encouraging the patentee to manufacture in the national territory rather than to import
from the territory of other Member States and constitute measures having equivalent effect to quantitative
restrictions on imports. Since the Court has already recognized that a mere publicity campaign organized
by the authorities of a Member State to promote domestic products constitutes a measure having equivalent
effect (Case 249/81 Commission v Ireland [1982] ECR 4005), it ought, a fortiori, in view of the
seriousness of the legal consequences attaching to the grant of a compulsory licence, to find that the
contested provisions are incompatible with the Treaty. Those provisions cannot be justified by the
derogating provision of Article 36 of the Treaty since the object of the contested rules is not to ensure the
protection of industrial and commercial property but, on the contrary, to limit the rights conferred by such
property. Furthermore,
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the objective sought, namely to encourage domestic production, is diametrically opposed to the objectives
of the Treaty. Finally, the measures adopted are, in any event, disproportionate to that objective.

15 The United Kingdom, the defendant, and the Kingdom of Spain, intervening, ask the Court to reject the
application and, to that end, put forward various submissions. In the first place, they say, the conditions
under which a system of compulsory licences may be set up in relation to industrial and commercial
property fall, pursuant to Articles 222 and 36 of the Treaty, within the exclusive competence of the
national legislature. Secondly, the contested provisions are in accordance with Article 5 of the Paris
Convention for the Protection of Industrial Property of 20 March 1883, last amended at Stockholm on 14
July 1967 (hereinafter referred to as "the Paris Convention"). Thirdly, the contested provisions do not
prevent or restrict imports. Fourthly, the Commission' s argument is aimed not at ensuring free movement
of goods but at reinforcing the rights of the patentee in circumstances which disregard the requirements of
free competition between the economic operators in the various Member States. Fifthly, the objection to
the provisions in question is essentially academic since in practice they are seldom applied. Sixthly, it is
only in the context of Community harmonization directed at the laws of all the Member States that the
Commission' s object in bringing the present action could be achieved without creating fresh disparities.
Finally the Commission' s reasoning would lead to certain provisions of the Community Patent
Conventions being regarded as contrary to the Treaty.

16 As Community law stands, the provisions on patents have not yet been the subject of unification at
Community level or in the context of approximation of laws. In that respect, it must be pointed out that,
as stated above, the Community Patent Convention has not yet entered into force.

17 In those circumstances it is for the national legislature to determine the conditions and rules regarding
the protection conferred by patents.

18 However, the provisions of the Treaty, and in particular Article 222 according to which the Treaty in
no way prejudices the rules in Member States governing the system of property ownership, cannot be
interpreted as reserving to the national legislature, in relation to industrial and commercial property, the
power to adopt measures which would adversely affect the principle of free movement of goods within the
common market as provided for and regulated by the Treaty.

19 First, the prohibitions and restrictions on imports justified on grounds of the protection of industrial and
commercial property are allowed by Article 36 of the Treaty only subject to the express proviso that they
do not constitute a means of arbitrary discrimination or a disguised restriction on trade between Member
States.

20 Secondly, as the Court has consistently held, Article 36 only admits derogations from the fundamental
principle of the free movement of goods within the common market to the extent to which such
derogations are justified for the purpose of safeguarding rights which constitute the specific subject-matter
of such property (Case C-10/89 CNL-SUCAL v HAG [1990] ECR I-3711, paragraph 12).

21 In the case of patents, the specific subject-matter of the industrial property is, in particular, the
exclusive right for the patent proprietor to use an invention with a view to manufacturing industrial
products and putting them into circulation for the first time, either directly or by the grant of licences to
third parties, as well as the right to oppose infringements (Case 434/85 Allen and Hanburys v Generics
[1988] ECR 1245, paragraph 11).

22 Those principles must be applied in assessing whether the national provisions at issue are compatible
with Articles 30 and 36 of the Treaty.

23 Under the national provisions the benefit constituted by the exclusive right conferred by a patent may,
in the framework of the grant of compulsory licences, be adversely affected where the
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patent is worked by importation into the national territory.

24 To avoid any risk of loss of his exclusive right, which could not, in his view, be duly compensated by
the payment by the licensee of the reasonable remuneration provided for by section 50(1)(b) of the Patents
Act, the patentee is thus encouraged to manufacture on the territory of the State where the patent has been
granted rather than to import the patented product from the territory of other Member States.

25 Irrespective of the number of compulsory licences granted, such provisions are capable of hindering,
directly or indirectly, actually or potentially, intra-Community trade.

26 Moreover, as the Advocate General pointed out in his Opinion (point 10), the application of such
provisions, when it leads to the grant of a compulsory licence to a national manufacturer, necessarily
reduces imports of the patented product from other Member States and thus affects intra-Community trade.

27 In that respect such provisions constitute measures having an effect equivalent to quantitative
restrictions on imports within the meaning of Article 30 of the Treaty (Case 8/74 Procureur du Roi v
Dassonville [1974] ECR 837, paragraph 5).

28 Although the penalty for lack or insufficiency of exploitation of a patent may be regarded as the
necessary counterpart to the territorial exclusivity conferred by the patent, there is no reason relating to the
specific subject-matter of the patent to justify the discrimination inherent in the contested provisions
between exploiting the patent in the form of production on the national territory and exploiting it by
importation from the territory of other Member States.

29 Such discrimination is in fact motivated not by the specific requirements of industrial and commercial
property but, as the defendant State moreover recognizes, by the national legislature' s concern to
encourage domestic production.

30 Such a consideration, the effect of which is to frustrate the objectives of the Community as laid down
in particular in Article 2 and specified in Article 3 of the Treaty, cannot be accepted as a justification for
a restriction on trade between Member States.

31 Neither the provisions of Article 5 of the Paris Convention, which merely allow signatory States the
option of providing for the grant of compulsory licences to prevent abuses which might arise from the
exercise of the exclusive right conferred by the patent, such as failure to work it, nor concern to promote
competition between the various economic operators by restricting the exclusive rights conferred by patents
can, in any event, justify measures which, by virtue of their discriminatory nature, are contrary to the
Treaty.

32 Those rules have been taken into account by the signatories to the two Community Patent Conventions.
Article 82 of the First CPC and Article 77 of the Second CPC provide for the application to national
patents of rules relating to Community patents which do not allow for the grant of compulsory licences on
the territory of a Member State where the needs of that State are satisfied by imports of the product from
another Member State. It is true that Article 89 of the First CPC and Article 83 of the Second CPC
provide that Member States may, in certain circumstances, make reservations as regards the application of
the aforementioned provisions and that such reservations may prove to be incompatible with Article 30 of
the Treaty as herein interpreted by the Court. However, the possibility of such incompatibility was
expressly envisaged in Article 93 of the First CPC and Article 2(1) of the Luxembourg Agreement of 15
December 1989 according to which no provision of the Convention may be invoked against the application
of any provision of the Treaty.

33 In consequence it must be held that by treating a case where demand for the patented product is
satisfied on the domestic market by imports from other Member States as a case where a compulsory
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licence may be granted for insufficiency of exploitation of the patent the United Kingdom has failed to
fulfil its obligations under Article 30 of the EEC Treaty.
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Judgment of the Court
of 18 February 1992

Commission of the European Communities v Italian Republic.
Article 30 of the EEC Treaty - Patent - Compulsory licence.

Case C-235/89.

++++

1. Free movement of goods - Industrial and commercial property - Patent rights - Powers of the Member
States - Scope and limits

(EEC Treaty, Arts 30, 36 and 222)

2. Free movement of goods - Industrial and commercial property - Patent rights - Grant of a compulsory
licence where patent exploited solely by way of imports from other Member States - Not permissible

(EEC Treaty, Arts 30 and 36)

1. As Community law stands, the provisions on patents have not yet been the subject of unification at
Community level or in the context of approximation of laws and in those circumstances it is for the
national legislature to determine the conditions and rules regarding the protection conferred by patents.

However, the provisions of the Treaty, and in particular Article 222 according to which the Treaty in no
way prejudices the rules in Member States governing the system of property ownership, cannot be
interpreted as reserving to the national legislature, in relation to industrial and commercial property, the
power to adopt measures which would adversely affect the principle of free movement of goods within the
common market as provided for in and regulated by the Treaty.

2. Notwithstanding the fact that, as Community law regarding patents stands, it is for the national
legislature to determine the conditions and rules regarding the protection conferred by patents and it may
therefore penalize lack or insufficiency of exploitation of the patent by granting a compulsory licence, a
Member State is failing to fulfil its obligations under Article 30 of the Treaty if it envisages the possibility
of granting compulsory licences where a patent for industrial invention or for the production of new plant
varieties is not exploited by way of production in the national territory but by imports from other Member
States. To avoid any risk of loss of his exclusive right, which could not, in his view, be duly compensated
by the payment of the remuneration laid down for a compulsory licence, the patentee is thus encouraged
to manufacture on the territory of the State where the patent has been granted, rather than to import the
patented product from the territory of other Member States. Such discrimination, which is designed to
encourage domestic production, is justified neither by Article 36 of the Treaty nor by Article 5 of the
Paris Convention for the Protection of Industrial Property.

In Case C-235/89,

Commission of the European Communities, represented by Giuliano Marenco, Legal Adviser, and Eric
White, a member of its Legal Service, acting as Agents, with an address for service in Luxembourg at the
office of Roberto Hayder, a member of its Legal Service, Wagner Centre, Kirchberg,

applicant,

v

Italian Republic, represented by Professor Luigi Ferrari Bravo, Head of the Legal Department of the
Ministry of Foreign Affairs, acting as Agent, assisted by Oscar Fiumara, Avvocato dello Stato, with an
address for service in Luxembourg at the Italian Embassy, 5 Rue Marie-Adélaïde,
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defendant,

supported by

Kingdom of Spain, originally represented by Javier Conde de Saro, Director-General for Community Legal
and Institutional Coordination, and subsequently by Alberto José Navarro Gonzalez, Director-General for
Community Legal and Institutional Coordination, and Antonio Hierro Hernandez-Mora, Abogado del
Estado, of the Department for Matters before the Court of Justice, acting as Agents, with an address for
service in Luxembourg at the Spanish Embassy, 4-6 Boulevard Emmanuel Servais,

intervener,

United Kingdom of Great Britain and Northern Ireland, represented by Rosemary Caudwell, of the
Treasury Solicitor' s Department, acting as Agent, assisted by Nicholas Pumfrey QC, of the Bar of
England and Wales, with an address for service in Luxembourg at the British Embassy, 14 Boulevard
Roosevelt,

intervener,

Portuguese Republic, represented by Luis Inez Fernandes, Director of the Legal Department of the
Directorate-General for the European Communities at the Ministry of Foreign Affairs, Maria Isabel Mota
Capitao, Legal Adviser in the same department, and Ruy Serrào, Director of the National Institute of
Industrial Property of the Ministry of Industry and Energy, acting as Agents, with an address for service in
Luxembourg at the Portuguese Embassy, 33 Allée Scheffer,

intervener,

APPLICATION for a declaration that, by providing for the grant of compulsory licences where the holder
of a patent for industrial invention or for the production of new plant varieties does not exploit the patent
by way of production in Italian territory, the Italian Republic has failed to fulfil its obligations under
Article 30 of the EEC Treaty,

THE COURT,

composed of: O. Due, President, Sir Gordon Slynn, R. Joliet, F.A. Schockweiler and F. Grévisse
(Presidents of Chambers), P.J.G. Kapteyn, G.F. Mancini, C.N. Kakouris, J.C. Moitinho de Almeida, G.C.
Rodríguez Iglesias, M. Díez de Velasco, M. Zuleeg and J.L. Murray, Judges,

Advocate General: W. Van Gerven,

Registrar: D. Louterman, Principal Administrator,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 16 October 1991,

after hearing the Opinion of the Advocate General at the sitting on 13 December 1991,

gives the following

Judgment

1 By application lodged at the Court Registry on 27 July 1989, the Commission of the European
Communities brought an action under Article 169 of the EEC Treaty for a declaration that, by providing
for the grant of compulsory licences where the holder of a patent for industrial invention or for the
production of new plant varieties does not exploit the patent by way of production in Italian territory, the
Italian Republic has failed to comply with its obligations under Article 30 of the EEC Treaty.
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2 In Italy, patents for industrial inventions are governed in particular by Royal Decree No 1127 of 29
June 1939 (Gazzetta Ufficiale No 189 of 14 August 1939), as amended by Decree No 849 of the President
of the Republic of 26 February 1968 (Gazzetta Ufficiale No 193 of 31 July 1968).

3 Article 52 of Royal Decree No 1127 provides: "An industrial invention which is the subject of a patent
must be exploited in the territory of the State in a way that is not seriously disproportionate to the
country' s needs." Article 53 states: "The introduction or the sale in the territory of the State of articles
produced abroad does not constitute exploitation of the invention."

4 The consequences of the lack of exploitation of inventions protected by patents in Italy are laid down
by Articles 54, 54a and 54b of Royal Decree No 1127, as amended by Decree No 849 of the President of
the Republic. The first paragraph of Article 54 provides: "If after three years from the date of grant of the
patent, or four years from the date of application for a grant if that is later, the patentee or his successor
in title has not either directly or through one or more licensees exploited on the territory of the State the
patented invention or has exploited it in a way that is seriously disproportionate to the country' s needs, a
compulsory licence may be granted for the non-exclusive use of the said invention to any person who
applies for one."

5 Patents for new plant varieties are governed by Decree No 974 of the President of the Republic of 12
August 1975 (Gazzetta Ufficiale No 109 of 26 April 1976), as amended by Law No 620 of 14 October
1985.

Article 14 of Decree No 974 provides:

"The provisions of Decree No 849 of the President of the Republic of 26 February 1968, as
subsequently amended, on compulsory licences shall apply to patents for the production of new plant
varieties in so far as they are compatible with the provisions of the present decree. Lack, suspension or
reduction of exploitation within the meaning of Article 1 of Decree No 849 is deemed to arise where
the patentee or his successor in title, either directly or through the intermediary of one or more
licensees, does not make available to consumers on the territory of the State the material for
propagating or multiplying the patented plant variety to an extent that is adequate for the needs of the
national economy."

6 The Commission took the view that those national provisions constituted measures having an effect
equivalent to quantitative restrictions on imports within the meaning of Article 30 of the Treaty and
therefore brought the present Treaty infringement proceedings.

7 Reference is made to the Report for the Hearing for a fuller account of the Community and national
provisions, the procedure and the pleas in law and arguments of the parties, which are mentioned or
discussed hereinafter only in so far as is necessary for the reasoning of the Court.

The subject-matter of the application

8 The Commission makes it clear in its arguments in the application that it is not challenging in principle
the patentee' s obligation to work the patent and satisfy domestic demand for the patented product or the
right of the competent authorities of a Member State to grant a compulsory licence where that obligation
is not complied with. It is solely contesting the aforementioned provisions of the Italian legislation in so
far as they distinguish between the manufacture of the patented product on national territory and the
importation of the product from the territory of another Member State and place imports at a disadvantage
by virtue of the conditions on which they allow the competent authorities to grant a compulsory licence
where the patent is being worked by importation. It is on the application as so defined that the Court must
rule.

9 The Commission also points to the incompatibility with Article 30 of the Treaty of national provisions
which limit the exercise of rights conferred by a compulsory licence to the national
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territory. Such incompatibility constitutes a separate complaint and since it is not included in the form of
order sought it will not be examined by the Court in these proceedings.

The merits of the action

10 According to the Commission the aforementioned national provisions encourage domestic production by
discriminating against the working of the patent by importation into the national territory. Such provisions
have the effect of encouraging the patentee to manufacture in the national territory rather than to import
from the territory of other Member States and constitute measures having equivalent effect to quantitative
restrictions on imports. Since the Court has already recognized that a mere publicity campaign organized
by the authorities of a Member State to promote domestic products constitutes a measure having equivalent
effect (Case 249/81 Commission v Ireland [1982] ECR 4005), it ought, a fortiori, in view of the
seriousness of the legal consequences attaching to the grant of a compulsory licence, to find that the
contested provisions are incompatible with the Treaty. Those provisions cannot be justified by the
derogating provision of Article 36 of the Treaty since the object of the contested rules is not to ensure the
protection of industrial and commercial property but, on the contrary, to limit the rights conferred by such
property. Furthermore, the objective sought, namely to encourage domestic production, is diametrically
opposed to the objectives of the Treaty. Finally, the measures adopted are, in any event, disproportionate
to that objective.

11 The Italian Republic, the defendant, and the Kingdom of Spain, the United Kingdom and the
Portuguese Republic, intervening, ask the Court to reject the application and, to that end, put forward
various submissions. In the first place, they say, the conditions under which a system of compulsory
licences may be set up in relation to industrial and commercial property fall, pursuant to Articles 222 and
36 of the Treaty, within the exclusive competence of the national legislature. Secondly, the contested
provisions are in accordance with Article 5 of the Paris Convention for the Protection of Industrial
Property of 20 March 1883, last amended at Stockholm on 14 July 1967 (hereinafter referred to as "the
Paris Convention"). Thirdly, the contested provisions do not prevent or restrict imports. Fourthly, the
Commission' s argument is aimed not at ensuring free movement of goods but at reinforcing the rights of
the patentee in circumstances which disregard the requirements of free competition between the economic
operators in the various Member States. Fifthly, the objection to the provisions in question is essentially
academic since in practice they are seldom applied. Sixthly, it is only in the context of Community
harmonization directed at the laws of all the Member States that the Commission' s object in bringing the
present action could be achieved. Finally the Commission' s reasoning would lead to certain provisions of
the Community Patent Convention signed at Luxembourg on 15 December 1975 (hereinafter referred to as
"the First CPC") and the Community Patent Convention annexed to the Agreement signed at Luxembourg
on 15 December 1989 (hereinafter referred to as "the Second CPC") being regarded as contrary to the
Treaty.

12 As Community law stands, the provisions on patents have not yet been the subject of unification at
Community level or in the context of approximation of laws. The First CPC, which envisages the creation
of a Community patent and the establishment of Community rules for national patents, has not yet entered
into force, not having been ratified by all the Member States. The Second CPC, which is intended to
replace the First CPC, is in the process of being ratified.

13 In those circumstances it is for the national legislature to determine the conditions and rules regarding
the protection conferred by patents.

14 However, the provisions of the Treaty, and in particular Article 222 according to which the Treaty in
no way prejudices the rules in Member States governing the system of property ownership, cannot be
interpreted as reserving to the national legislature, in relation to industrial and commercial property, the
power to adopt measures which would adversely affect the principle of free movement
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of goods within the common market as provided for and regulated by the Treaty.

15 First, the prohibitions and restrictions on imports justified on grounds of the protection of industrial and
commercial property are allowed by Article 36 of the Treaty only subject to the express proviso that they
do not constitute a means of arbitrary discrimination or a disguised restriction on trade between Member
States.

16 Secondly, as the Court has consistently held, Article 36 only admits derogations from the fundamental
principle of the free movement of goods within the common market to the extent to which such
derogations are justified for the purpose of safeguarding rights which constitute the specific subject-matter
of such property (Case C-10/89 CNL-SUCAL v HAG [1990] ECR I-3711, paragraph 12).

17 In the case of patents, the specific subject-matter of the industrial property is, in particular, the
exclusive right for the patent proprietor to use an invention with a view to manufacturing industrial
products and putting them into circulation for the first time, either directly or by the grant of licences to
third parties, as well as the right to oppose infringements (Case 434/85 Allen and Hanburys v Generics
[1988] ECR 1245, paragraph 11). The specific subject-matter of patents for the product of new plant
varieties is similar.

18 Those principles must be applied in assessing whether the national provisions at issue are compatible
with Articles 30 and 36 of the Treaty.

19 Under the national provisions the benefit constituted by the exclusive right conferred by a patent may,
in the framework of the grant of compulsory licences, be adversely affected where the invention or plant
variety covered by the patent is not exploited by way of production in the national territory.

20 To avoid any risk of loss of his exclusive right, which could not, in his view, be duly compensated by
the payment by the licensee of the reasonable remuneration provided for by the second paragraph of
Article 54a of the abovementioned Royal Decree No 1127/39, the patentee is thus encouraged to
manufacture on the territory of the State where the patent has been granted rather than to import the
patented product from the territory of other Member States.

21 Irrespective of the number of compulsory licences granted, such provisions are capable of hindering,
directly or indirectly, actually or potentially, intra-Community trade.

22 Moreover, as the Advocate General pointed out in his Opinion (point 10), the application of such
provisions, when it leads to the grant of a compulsory licence to a national manufacturer, necessarily
reduces imports of the patented product from other Member States and thus affects intra-Community trade.

23 In that respect such provisions constitute measures having an effect equivalent to quantitative
restrictions on imports within the meaning of Article 30 of the Treaty (Case 8/74 Procureur du Roi v
Dassonville [1974] ECR 837, paragraph 5).

24 Although the penalty for lack or insufficiency of exploitation of a patent may be regarded as the
necessary counterpart to the territorial exclusivity conferred by the patent, there is no reason relating to the
specific subject-matter of the patent to justify the discrimination inherent in the contested provisions
between exploiting the patent in the form of production on the national territory and exploiting it by
importation from the territory of other Member States.

25 Such discrimination is in fact motivated not by the specific requirements of industrial and commercial
property but, as the defendant State moreover recognizes, by the national legislature' s concern to
encourage domestic production.

26 Such a consideration, the effect of which is to frustrate the objectives of the Community as
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laid down in particular in Article 2 and specified in Article 3 of the Treaty, cannot be accepted as a
justification for a restriction on trade between Member States.

27 Neither the provisions of Article 5 of the Paris Convention, which merely allow signatory States the
option of providing for the grant of compulsory licences to prevent abuses which might arise from the
exercise of the exclusive right conferred by the patent, such as failure to work it, nor concern to promote
competition between the various economic operators by restricting the exclusive rights conferred by patents
can, in any event, justify measures which, by virtue of their discriminatory nature, are contrary to the
Treaty.

28 Those rules have been taken into account by the signatories to the two Community Patent Conventions.
Article 82 of the First CPC and Article 77 of the Second CPC provide for the application to national
patents of rules relating to Community patents which do not allow for the grant of compulsory licences on
the territory of a Member State where the needs of that State are satisfied by imports of the product from
another Member State. It is true that Article 89 of the First CPC and Article 83 of the Second CPC
provided that Member States may, in certain circumstances, make reservations as regards the application of
the aforementioned provisions and that such reservations may prove to be incompatible with Article 30 of
the Treaty as herein interpreted by the Court. However, the possibility of such incompatibility was
expressly envisaged in Article 93 of the First CPC and Article 2(1) of the Luxembourg Agreement of 15
December 1989 according to which no provision of the Convention may be invoked against the application
of any provision of the Treaty.

29 In consequence it must be held that, by envisaging the possibility of granting compulsory licences
where a patent for industrial invention or for the production of new plant varieties is not exploited by way
of production in Italian territory and where the patent is exploited by imports from other Member States,
the Italian Republic has failed to fulfil its obligations under Article 30 of the EEC Treaty.

Costs

30 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party' s pleadings. Since the Italian Republic has failed in
its submissions, it must be ordered to pay the costs.

31 The Kingdom of Spain, the United Kingdom and the Portuguese Republic, which intervened in support
of the Italian Republic, must, in accordance with Article 69(4) of the Rules of Procedure, pay their own
costs.

On those grounds,

THE COURT

hereby:

1. Declares that, by envisaging the possibility of granting compulsory licences where a patent for industrial
invention or for the production of new plant varieties is not exploited by way of production in Italian
territory and where the patent is exploited by imports from other Member States, the Italian Republic has
failed to fulfil its obligations under Article 30 of the EEC Treaty;

2. Orders the Italian Republic to pay the costs;

3. Orders the Kingdom of Spain, the United Kingdom and the Portuguese Republic to bear their own
costs.
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Judgment of the Court
of 3 March 1988

Allen and Hanburys Ltd v Generics (UK) Ltd.
Reference for a preliminary ruling: House of Lords - United Kingdom.

Industrial and commercial property - Patents endorsed 'Licences of right' - Scope of protection -
Compulsory licence under a patent.

Case 434/85.

++++

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT
RIGHTS - PATENT ENDORSED "LICENCES OF RIGHT" - PROTECTION AGAINST
INFRINGEMENT - GREATER MEASURE OF PROTECTION IN RESPECT OF IMPORTS - GRANT
OF LICENCES SUBJECT TO CONDITIONS IMPEDING IMPORTS - NOT PERMISSIBLE

(EEC TREATY, ARTS 30 AND 36 )

2 . FREE MOVEMENT OF GOODS - QUANTITATIVE RESTRICTIONS - MEASURES HAVING
EQUIVALENT EFFECT - PROVISIONS NECESSARY TO SATISFY IMPERATIVE REQUIREMENTS -
PERMISSIBILITY - CONDITIONS - BAN ON IMPORTATION BASED ON LEGISLATION NOT
APPLICABLE WITHOUT DISTINCTION TO BOTH DOMESTIC AND IMPORTED PRODUCTS - NOT
PERMISSIBLE

(EEC TREATY, ART. 30 )

1 . ARTICLES 30 AND 36 OF THE TREATY PRECLUDE THE COURTS OF A MEMBER STATE
FROM ISSUING AN INJUNCTION PROHIBITING THE IMPORTATION FROM ANOTHER MEMBER
STATE OF A PRODUCT WHICH INFRINGES A PATENT ENDORSED "LICENCES OF RIGHT"
AGAINST AN IMPORTER WHO HAS UNDERTAKEN TO TAKE A LICENCE ON THE TERMS
PRESCRIBED BY LAW WHERE NO SUCH INJUNCTION MAY BE ISSUED IN THE SAME
CIRCUMSTANCES AGAINST AN INFRINGER WHO MANUFACTURES THE PRODUCT IN THE
NATIONAL TERRITORY.

THOSE PROVISIONS PROHIBIT THE COMPETENT ADMINISTRATIVE AUTHORITIES FROM
IMPOSING ON A LICENSEE TERMS IMPEDING THE IMPORTATION FROM OTHER MEMBER
STATES OF A PRODUCT COVERED BY A PATENT ENDORSED "LICENCES OF RIGHT" WHERE
THOSE AUTHORITIES MAY NOT REFUSE TO GRANT A LICENCE TO AN UNDERTAKING
WHICH WOULD MANUFACTURE THE PRODUCT IN THE NATIONAL TERRITORY AND
MARKET IT THERE.

THE FACT IS WHOLLY IMMATERIAL THAT THE PRODUCT IN QUESTION IS A
PHARMACEUTICAL PRODUCT AND COMES FROM A MEMBER STATE WHERE IT IS NOT
PATENTABLE .

2 . IT IS ONLY WHERE THEY APPLY WITHOUT DISTINCTION TO BOTH DOMESTIC AND
IMPORTED PRODUCTS THAT NATIONAL RULES IMPEDING IMPORTS DO NOT FALL UNDER
THE PROHIBITION LAID DOWN BY ARTICLE 30 OF THE TREATY IF THEY ARE NECESSARY
IN ORDER TO SATISFY IMPERATIVE REQUIREMENTS RELATING IN PARTICULAR TO
CONSUMER PROTECTION OR FAIR TRADING.

A PROHIBITION ON IMPORTATION CANNOT BE JUSTIFIED ON GROUNDS OF SUCH
REQUIREMENTS WHERE THE NATIONAL LEGISLATION ON WHICH IT IS BASED IS NOT
APPLICABLE WITHOUT DISTINCTION TO DOMESTIC AND IMPORTED PRODUCTS.

IN CASE 434/85

ALLEN AND HANBURYS LTD

AND
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GENERICS (UK ) LTD

ON THE INTERPRETATION OF ARTICLES 30 AND 36 OF THE TREATY WITH A VIEW TO
DETERMINING THE CONFORMITY WITH COMMUNITY LAW OF SECTION 46 (3 ) OF THE
PATENTS ACT 1977 WHICH ENABLES THE HOLDER OF A UNITED KINGDOM PATENT TO
OBTAIN AN INJUNCTION PROHIBITING THE IMPORTATION FROM ANOTHER MEMBER STATE
OF GOODS PRODUCED IN INFRINGEMENT OF THAT PATENT,

THE COURT

COMPOSED OF : G. BOSCO, PRESIDENT OF CHAMBER, ACTING AS PRESIDENT, J.C .
MOITINHO DE ALMEIDA, (PRESIDENT OF CHAMBERS ), T. KOOPMANS, U. EVERLING, Y .
GALMOT, C. KAKOURIS AND R. JOLIET, JUDGES,

ADVOCATE GENERAL : G.F. MANCINI

REGISTRAR : H.A. ROEHL, PRINCIPAL ADMINISTRATOR

AFTER CONSIDERING THE OBSERVATIONS SUBMITTED ON BEHALF OF

ALLEN AND HANBURYS LTD, BY A. WATSON QC,

GENERICS (UK ) LIMITED, BY J. LEVER QC,

THE UNITED KINGDOM, BY S.J. HAY, ACTING AS AGENT, AND S. THORLEY, BARRISTER,

THE COMMISSION OF THE EUROPEAN COMMUNITIES, BY E.L. WHITE, ACTING AS AGENT,

HAVING REGARD TO THE REPORT FOR THE HEARING AS SUPPLEMENTED FURTHER TO THE
HEARING ON 16 SEPTEMBER 1987,

AFTER HEARING THE OPINION OF THE ADVOCATE GENERAL DELIVERED AT THE SITTING
ON 2 DECEMBER 1987,

GIVES THE FOLLOWING

JUDGMENT

COSTS

37 THE COSTS INCURRED BY THE UNITED KINGDOM AND THE COMMISSION OF THE
EUROPEAN COMMUNITIES, WHICH HAVE SUBMITTED WRITTEN OBSERVATIONS, ARE NOT
RECOVERABLE. AS THESE PROCEEDINGS ARE, IN SO FAR AS THE PARTIES TO THE MAIN
PROCEEDINGS ARE CONCERNED, IN THE NATURE OF A STEP IN THE ACTION BEFORE THE
NATIONAL COURT, THE DECISION ON COSTS IS A MATTER FOR THAT COURT.

ON THOSE GROUNDS,

THE COURT

IN REPLY TO THE QUESTIONS SUBMITTED TO IT BY THE HOUSE OF LORDS, HEREBY
RULES :

(1 ) ARTICLES 30 AND 36 OF THE TREATY MUST BE INTERPRETED AS PRECLUDING THE
COURTS OF A MEMBER STATE FROM ISSUING AN INJUNCTION PROHIBITING THE
IMPORTATION FROM ANOTHER MEMBER STATE OF A PRODUCT WHICH INFRINGES A
PATENT ENDORSED "LICENCES OF RIGHT" AGAINST AN IMPORTER WHO HAS
UNDERTAKEN TO TAKE A LICENCE ON THE TERMS PRESCRIBED BY LAW WHERE NO
SUCH INJUNCTION MAY BE ISSUED IN THE SAME CIRCUMSTANCES AGAINST AN
INFRINGER WHO MANUFACTURES THE PRODUCT IN THE NATIONAL TERRITORY.
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(2 ) ARTICLES 30 AND 36 OF THE TREATY MUST BE INTERPRETED AS PROHIBITING THE
COMPETENT ADMINISTRATIVE AUTHORITIES FROM IMPOSING ON A LICENSEE TERMS
IMPEDING THE IMPORTATION FROM OTHER MEMBER STATES OF A PRODUCT COVERED
BY A PATENT ENDORSED "LICENCES OF RIGHT" WHERE THOSE AUTHORITIES MAY NOT
REFUSE TO GRANT A LICENCE TO AN UNDERTAKING WHICH WOULD MANUFACTURE
THE PRODUCT IN THE NATIONAL TERRITORY AND MARKET IT THERE .

(3 ) THE REPLIES TO THE FIRST AND SECOND QUESTIONS ARE NOT AFFECTED BY THE
FACT THAT THE PRODUCT IN QUESTION IS A PHARMACEUTICAL PRODUCT AND COMES
FROM A MEMBER STATE WHERE IT IS NOT PATENTABLE.

(4 ) A PROHIBITION ON IMPORTATION CANNOT BE JUSTIFIED ON GROUNDS OF IMPERATIVE
REQUIREMENTS RELATING TO CONSUMER PROTECTION OR FAIR TRADING WHERE THE
NATIONAL LEGISLATION ON WHICH IT IS BASED IS NOT APPLICABLE WITHOUT
DISTINCTION TO DOMESTIC AND IMPORTED PRODUCTS.

1 BY A JUDGMENT OF 12 DECEMBER 1985 WHICH WAS RECEIVED AT THE COURT ON 20
DECEMBER 1985, THE HOUSE OF LORDS REFERRED TO THE COURT OF JUSTICE UNDER
ARTICLE 177 OF THE EEC TREATY A NUMBER OF QUESTIONS FOR A PRELIMINARY RULING
ON THE INTERPRETATION OF ARTICLES 30 AND 36 OF THE TREATY WITH A VIEW TO
DETERMINING THE COMPATIBILITY WITH THE RULES ON THE FREE MOVEMENT OF GOODS
OF CERTAIN PROVISIONS OF UNITED KINGDOM PATENT LAW, IN PARTICULAR THE RULES
CONCERNING LICENCES OF RIGHT.

2 THOSE QUESTIONS WERE RAISED IN PROCEEDINGS BETWEEN ALLEN AND HANBURYS
LIMITED (HEREINAFTER REFERRED TO AS "ALLEN AND HANBURYS "), THE HOLDER OF A
UNITED KINGDOM PATENT FOR THE PHARMACEUTICAL PRODUCT KNOWN AS
"SALBUTAMOL", AND GENERICS (UK ) LTD (HEREINAFTER REFERRED TO AS "GENERICS ")
CONCERNING THE LATTER' S INTENTION TO IMPORT INTO THE UNITED KINGDOM
SALBUTAMOL FROM ITALY WHERE IT WAS MANUFACTURED BY AN UNDERTAKING
HAVING NO FINANCIAL OR CONTRACTUAL LINKS WITH ALLEN AND HANBURYS .

3 PURSUANT TO THE PATENTS ACT 1977, THE PATENT HELD BY ALLEN AND HANBURYS
WAS ENDORSED "LICENCES OF RIGHT" AS FROM 15 SEPTEMBER 1983.

4 ACCORDING TO THE HOUSE OF LORDS, UNDER THE PATENTS ACT 1977, IN PARTICULAR
SECTION 46, THE EFFECTS OF THE ENDORSEMENT "LICENCES OF RIGHT" ARE INTER ALIA
AS FOLLOWS :

(1 ) ANY PERSON IS ENTITLED AS OF RIGHT TO A LICENCE UNDER THE PATENT ON SUCH
TERMS AS MAY BE SETTLED BY AGREEMENT OR, IN DEFAULT OF AGREEMENT, BY THE
COMPTROLLER-GENERAL OF PATENTS. ONE OF THE TERMS WHICH MAY BE IMPOSED
ON THE APPLICANT IS A PROHIBITION ON IMPORTING THE PRODUCT COVERED BY THE
PATENT WITH THE RESULT THAT WHILE AN UNDERTAKING WHICH MANUFACTURES
THE PRODUCT IN THE NATIONAL TERRITORY IS CERTAIN OF OBTAINING A LICENCE,
THE SAME IS NOT TRUE OF AN IMPORTER

(2 ) IN PROCEEDINGS FOR INFRINGEMENT OF THE PATENT, NO INJUNCTION OR INTERDICT
WILL BE GRANTED AGAINST AN INFRINGER WHO MANUFACTURES THE PRODUCT IN
THE NATIONAL TERRITORY PROVIDED THAT HE UNDERTAKES TO TAKE A LICENCE ON
THE TERMS REFERRED TO ABOVE, WHILE THE SAME IS NOT THE CASE FOR AN
UNDERTAKING WHICH INFRINGES THOSE EXCLUSIVE RIGHTS BY MEANS OF IMPORTS.
MOREOVER THE AMOUNT OF ANY DAMAGES WHICH MAY BE AWARDED AGAINST AN
INFRINGER
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WHO MANUFACTURES THE PRODUCT IN THE NATIONAL TERRITORY MAY NOT EXCEED
DOUBLE THE AMOUNT WHICH WOULD HAVE BEEN PAYABLE BY HIM AS LICENSEE
WHEREAS NO SUCH LIMIT APPLIES IN THE CASE OF AN UNDERTAKING WHICH
INFRINGES THE EXCLUSIVE RIGHTS BY MEANS OF IMPORTS .

5 PURSUANT TO THE APPLICABLE NATIONAL PROVISIONS, GENERICS REQUESTED A
LICENCE UNDER THAT PATENT, FIRST FROM ALLEN AND HANBURYS AND SUBSEQUENTLY
FROM THE COMPTROLLER-GENERAL OF PATENTS, IN PARTICULAR IN ORDER TO IMPORT
SALBUTAMOL I NTO THE UNITED KINGDOM. HOWEVER, WITHOUT AWAITING THE
DECISION OF THE COMPTROLLER-GENERAL OF PATENTS, GENERICS INFORMED ALLEN
AND HANBURYS OF ITS INTENTION TO IMPORT THE PRODUCT IN QUESTION .

6 THE PROCEEDINGS BROUGHT BY ALLEN AND HANBURYS WITH A VIEW IN PARTICULAR
TO PREVENTING GENERICS FROM INFRINGING ITS PATENT REACHED THE HOUSE OF
LORDS WHICH REFERRED THE FOLLOWING QUESTIONS TO THE COURT OF JUSTICE FOR A
PRELIMINARY RULING :

"(1 ) IS IT CONTRARY TO THE PROVISIONS OF ARTICLES 30 AND 36 OF THE EEC TREATY
FOR THE HOLDER OF A PATENT, GRANTED TO HIM BY THE LAW OF A MEMBER STATE,
TO BE GRANTED UNDER THAT LAW AN INJUNCTION OR INTERDICT FROM THE COURTS
OF THAT MEMBER STATE, PREVENTING THE IMPORTATION OF GOODS WHICH WOULD
INFRINGE THE PATENT (" THE GOODS ") FROM ANOTHER MEMBER STATE PENDING THE
ADJUDICATION OF THE COMPETENT AUTHORITIES REFERRED TO IN (C ) BELOW, IN THE
FOLLOWING CIRCUMSTANCES :

(A ) THE GOODS WERE NOT MARKETED IN THE MEMBER STATE OF ORIGIN BY THE
PATENTEE OR WITH HIS CONSENT OR WITH THE CONSENT OF ANYONE CONNECTED
WITH HIM;

(B ) ANY APPLICANT COULD BY DUE DILIGENCE OBTAIN A LICENCE OF RIGHT AT THE
TIME OF THE ENDORSEMENT REFERRED TO IN (C ) BELOW AND SUBJECT TO QUESTION
2 SUCH A LICENCE MIGHT OR MIGHT NOT PRECLUDE IMPORTATION;

(C ) WITHOUT ANY CONSENT OR INITIATIVE ON THE PART OF THE PATENTEE, THE PATENT
HAS BEEN OR IS DEEMED TO HAVE BEEN ENDORSED "LICENCES OF RIGHT" BY
NATIONAL LEGISLATION INTRODUCED SUBSEQUENT TO THE GRANT OF THE PATENT,
WITH THE CONSEQUENCE THAT UNDER DOMESTIC LAW NO INJUNCTION CAN BE
GRANTED AGAINST A PERSON WHO INFRINGES THE PATENT BY DOMESTIC
MANUFACTURE OR SALE OF DOMESTICALLY PRODUCED GOODS IF HE GIVES AN
UNDERTAKING TO THE COURTS IN INFRINGEMENT PROCEEDINGS TO TAKE A LICENCE
ON SUCH TERMS AS MAY BE SETTLED BY AGREEMENT OR, AFTER EXAMINATION OF
THE APPLICATION AND HEARING THE PARTIES, BY THE COMPETENT AUTHORITIES IN
THE MEMBER STATE;

(D ) THE IMPORTER HAS UNDERTAKEN IN INFRINGEMENT PROCEEDINGS TO TAKE, BUT
HAS NOT OBTAINED, A LICENCE FROM THE PATENTEE ON SUCH TERMS?

(2 ) WHERE SUCH A LICENCE IS SOUGHT IN A MEMBER STATE DO THE PROVISIONS OF
ARTICLES 30 AND 36 OF THE EEC TREATY REQUIRE THE COMPETENT AUTHORITIES IN
SUCH CIRCUMSTANCES INVARIABLY TO INCLUDE IN THE LICENCE TERMS WHICH
PERMIT IMPORTATION FROM ANOTHER MEMBER STATE?

(3 ) IS THE ANSWER TO THE FIRST OR SECOND QUESTION AFFECTED, AND IF SO HOW, BY
THE FACT THAT THE GOODS ARE PHARMACEUTICAL PRODUCTS AND IMPORTATION IS
TO TAKE PLACE FROM A MEMBER STATE WHERE SUCH PRODUCTS ARE NOT
PATENTABLE?
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(4 ) IF THE ANSWERS TO QUESTIONS 1, 2 AND 3 ABOVE ARE TO THE EFFECT THAT
ARTICLES 30 AND 36 OF THE EEC TREATY DO NOT AUTHORIZE THE GRANT TO THE
HOLDER OF SUCH A PATENT OF AN INJUNCTION OR INTERDICT TO RESTRAIN SUCH
IMPORTATION MAY SUCH AN INJUNCTION OR INTERDICT NEVERTHELESS BE GRANTED
UNDER THE JURISPRUDENCE OF THE COURT OF JUSTICE AND IN PARTICULAR THE
JURISPRUDENCE RELATING TO UNFAIR COMPETITION AND FOR THE PROTECTION OF
THE CONSUMER?

7 REFERENCE IS MADE TO THE REPORT FOR THE HEARING FOR A FULLER ACCOUNT OF
THE FACTS OF THE MAIN PROCEEDINGS, THE RELEVANT NATIONAL PROVISIONS AND THE
OBSERVATIONS SUBMITTED TO THE COURT WHICH ARE MENTIONED OR DISCUSSED
HEREINAFTER ONLY IN SO FAR AS IS NECESSARY FOR THE REASONING OF THE COURT.

QUESTION 1

8 THE FIRST QUESTION ASKS ESSENTIALLY WHETHER ARTICLES 30 AND 36 OF THE
TREATY MUST BE INTERPRETED AS PRECLUDING THE COURTS OF A MEMBER STATE
FROM GRANTING AN INJUNCTION PROHIBITING THE IMPORTATION FROM ANOTHER
MEMBER STATE OF A PRODUCT WHICH INFRINGES A PATENT ENDORSED "LICENCES OF
RIGHT" AGAINST AN IMPORTER WHO HAS UNDERTAKEN TO TAKE A LICENCE ON THE
TERMS PRESCRIBED BY LAW WHILE NO SUCH INJUNCTION CAN BE GRANTED IN THE
SAME CIRCUMSTANCES AGAINST AN INFRINGER WHO MANUFACTURES THE PRODUCT IN
THE NATIONAL TERRITORY.

9 IT SHOULD BE NOTED THAT THE EFFECT OF THE PROVISIONS OF THE TREATY ON THE
FREE MOVEMENT OF GOODS, IN PARTICULAR ARTICLE 30, IS TO PROHIBIT AS BETWEEN
MEMBER STATES RESTRICTIONS ON IMPORTS AND ALL MEASURES HAVING EQUIVALENT
EFFECT. ACCORDING TO ARTICLE 36, HOWEVER, THOSE PROVISIONS DO NOT PRECLUDE
PROHIBITIONS OR RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE
PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY. HOWEVER, SUCH
PROHIBITIONS OR RESTRICTIONS MUST NOT CONSTITUTE A MEANS OF ARBITRARY
DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER STATES.

10 THE COURT HAS CONSISTENTLY HELD (SEE, IN PARTICULAR, THE JUDGMENT OF 14
JULY 1981 IN CASE 187/80 MERCK V STEPHAR AND EXLER (( 1981 )) ECR 2063 ) THAT
INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES
OF THE COMMON MARKET, ARTICLE 36 ADMITS OF DEROGATIONS FROM THE FREE
MOVEMENT OF GOODS ONLY IN SO FAR AS THEY ARE JUSTIFIED FOR THE PURPOSE OF
SAFEGUARDING RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT-MATTER OF THAT
PROPERTY.

11 IN GENERAL TERMS THE SPECIFIC SUBJECT-MATTER OF INDUSTRIAL AND COMMERCIAL
PROPERTY INCLUDES THE EXCLUSIVE RIGHT FOR THE PATENT PROPRIETOR TO USE AN
INVENTION WITH A VIEW TO MANUFACTURING INDUSTRIAL PRODUCTS AND PUTTING
THEM INTO CIRCULATION FOR THE FIRST TIME, EITHER DIRECTLY OR BY THE GRANT OF
LICENCES TO THIRD PARTIES, AS WELL AS THE RIGHT TO OPPOSE INFRINGEMENTS (SEE
THE AFOREMENTIONED JUDGMENT IN MERCK ).

12 HOWEVER IT SHOULD BE STATED THAT IN THE PARTICULAR CASE WHERE A PATENT IS
ENDORSED "LICENCES OF RIGHT", THE SUBSTANCE OF THE EXCLUSIVE RIGHTS OF THE
PATENT PROPRIETOR IS APPRECIABLY ALTERED.

13 IT IS CLEAR FROM THE NATIONAL COURT' S ANALYSIS OF THE PATENTS ACT 1977
THAT IN THE UNITED KINGDOM, IN CONTRAST TO THE PROPRIETOR OF AN ORDINARY
PATENT, THE PROPRIETOR OF A PATENT ENDORSED "LICENCES OF RIGHT" CANNOT
OPPOSE THE GRANT OF SUCH A LICENCE TO A THIRD PARTY WHO APPLIES FOR A
LICENCE
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IN ORDER TO MANUFACTURE AND MARKET THE PRODUCT IN QUESTION IN THAT
MEMBER STATE BUT HE RETAINS THE RIGHT MERELY TO OBTAIN A FAIR RETURN.

14 IN THOSE CIRCUMSTANCES IT MUST BE CONSIDERED THAT THE POWER OF NATIONAL
COURTS TO PROHIBIT THE IMPORTATION OF THE PRODUCT IN QUESTION MAY BE
JUSTIFIED UNDER THE PROVISIONS OF ARTICLE 36 ON THE PROTECTION OF INDUSTRIAL
AND COMMERCIAL PROPERTY ONLY IF THAT PROHIBITION IS NECESSARY IN ORDER TO
ENSURE THAT THE PROPRIETOR OF SUCH A PATENT HAS, VIS-A-VIS IMPORTERS, THE
SAME RIGHTS AS HE ENJOYS AS AGAINST PRODUCERS WHO MANUFACTURE THE
PRODUCT IN THE NATIONAL TERRITORY, THAT IS TO SAY THE RIGHT TO A FAIR RETURN
FROM HIS PATENT.

15 THAT IS THEREFORE THE TEST WHICH MUST BE APPLIED IN EXAMINING THE MERITS O
F A NUMBER OF ARGUMENTS RAISED BEFORE THE COURT, BOTH BY ALLEN AND
HANBURYS AND BY THE UNITED KINGDOM, IN ORDER TO JUSTIFY AN INJUNCTION
PROHIBITING IMPORTS GRANTED AGAINST AN IMPORTER-INFRINGER.

16 IT HAS BEEN OBSERVED IN THE FIRST PLACE THAT AN IMPORTER MAY HAVE NO
SUBSTANTIAL PRESENCE IN THE IMPORTING MEMBER STATE, IN PARTICULAR WHERE HIS
ASSETS AND EMPLOYEES ARE NOT SUBJECT TO THE JURISDICTION OF THAT STATE . AN
INJUNCTION PROHIBITING HIM FROM IMPORTING THE PRODUCT IS THEN JUSTIFIED UNTIL
THE PATENT PROPRIETOR HAS BEEN GUARANTEED ACTUAL PAYMENT OF THE SUMS DUE
TO HIM.

17 HOWEVER, THAT ARGUMENT CANNOT BE ACCEPTED IN THE CASE OF A MEMBER
STATE WHERE, UNDER THE RELEVANT LEGISLATION, THE FACT THAT MANUFACTURERS
BASED IN ITS TERRITORY DO NOT HAVE ADEQUATE ASSETS CANNOT JUSTIFY THE GRANT
OF AN INJUNCTION AGAINST THEM UNTIL THEY HAVE OFFERED GUARANTEES OF
PAYMENT. FOR A MANUFACTURER BASED IN THE TERRITORY OF A MEMBER STATE AS
WELL AS FOR AN IMPORTER SUCH GUARANTEES OF PAYMENT CAN ONLY BE INCLUDED
AMONG THE TERMS FIXED IN THE LICENSING AGREEMENT OR, IN DEFAULT OF AN
AGREEMENT, BY THE COMPETENT NATIONAL AUTHORITY .

18 IT HAS ALSO BEEN MAINTAINED THAT AN INJUNCTION PROHIBITING IMPORTS MAY BE
JUSTIFIED BY THE DIFFICULTY OF CARRYING OUT CHECKS ON THE ORIGIN AND
QUANTITIES OF GOODS IMPORTED, ON THE BASIS OF WHICH THE ROYALTIES PAYABLE TO
THE PATENT PROPRIETOR MUST BE CALCULATED.

19 HOWEVER, IT SHOULD BE POINTED OUT THAT IT MAY ALSO BE DIFFICULT TO CHECK
THE QUANTITY OF GOODS MARKETED EVEN WHERE THEY ARE MANUFACTURED WITHIN
THE NATIONAL TERRITORY AND YET NO INJUNCTION OR INTERDICT IS POSSIBLE IN
THOSE CIRCUMSTANCES. IT IS THEREFORE A MATTER FOR THE LICENSING AGREEMENT
ALONE OR, IN DEFAULT OF AGREEMENT, FOR THE COMPETENT NATIONAL AUTHORITY, TO
LAY DOWN DETAILED RULES TO ENABLE THE PATENT PROPRIETOR TO CHECK THE
SUPPORTING DOCUMENTS PRODUCED BY THE IMPORTER REGARDING THE PURCHASE,
IMPORT AND SALE OF THE PRODUCT .

20 FINALLY, IT HAS BEEN MAINTAINED THAT AN INJUNCTION PROHIBITING IMPORTS MAY
BE JUSTIFIED IN ORDER TO ENABLE THE PATENT PROPRIETOR TO CHECK ON THE
QUALITY OF AN IMPORTED MEDICINE IN THE INTERESTS OF PUBLIC HEALTH.

21 IT MUST BE OBSERVED, HOWEVER, THAT THAT CONSIDERATION HAS NOTHING TO DO
WITH PROTECTION OF THE EXCLUSIVE RIGHTS OF THE PATENT PROPRIETOR AND,
THEREFORE, MAY NOT BE RELIED ON IN ORDER TO JUSTIFY, ON GROUNDS OF
PROTECTION
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OF INDUSTRIAL AND COMMERCIAL PROPERTY, A RESTRICTION ON TRADE BETWEEN
MEMBER STATES.

22 IT MUST THEREFORE BE CONCLUDED THAT AN INJUNCTION ISSUED AGAINST AN
IMPORTER-INFRINGER IN THE CIRCUMSTANCES DESCRIBED BY THE NATIONAL COURT
WOULD CONSTITUTE ARBITRARY DISCRIMINATION PROHIBITED BY ARTICLE 36 OF THE
TREATY AND COULD NOT BE JUSTIFIED ON GROUNDS OF THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY.

23 THE REPLY TO THE FIRST QUESTION MUST THEREFORE BE THAT ARTICLES 30 AND 36
OF THE TREATY MUST BE INTERPRETED AS PRECLUDING THE COURTS OF A MEMBER
STATE FROM ISSUING AN INJUNCTION PROHIBITING THE IMPORTATION FROM ANOTHER
MEMBER STATE OF A PRODUCT WHICH INFRINGES A PATENT ENDORSED "LICENCES OF
RIGHT" AGAINST AN IMPORTER WHO HAS UNDERTAKEN TO TAKE A LICENCE ON THE
TERMS PRESCRIBED BY LAW WHERE NO SUCH INJUNCTION MAY BE ISSUED IN THE SAME
CIRCUMSTANCES AGAINST AN INFRINGER WHO MANUFACTURES THE PRODUCT IN THE
NATIONAL TERRITORY.

QUESTION 2

24 THE SECOND QUESTION ASKS ESSENTIALLY WHETHER ARTICLES 30 AND 36 OF THE
TREATY MUST BE INTERPRETED AS PROHIBITING THE COMPETENT ADMINISTRATIVE
AUTHORITIES FROM IMPOSING ON A LICENSEE TERMS PREVENTING THE IMPORTATION
FROM OTHER MEMBER STATES OF A PRODUCT COVERED BY A PATENT ENDORSED
"LICENCES OF RIGHT" IF THOSE AUTHORITIES CANNOT REFUSE TO GRANT A LICENCE TO
AN UNDERTAKING WHICH WOULD MANUFACTURE THE PRODUCT IN THE NATIONAL
TERRITORY AND MARKET IT THERE

25 IT SHOULD BE OBSERVED THAT THE REQUIREMENTS LAID DOWN BY THE TREATY
REGARDING THE FREE MOVEMENT OF GOODS APPLY EQUALLY TO ALL THE AUTHORITIES
OF A MEMBER STATE, WHETHER THEY BE JUDICIAL OR ADMINISTRATIVE BODIES.

26 MOREOVER, NO CONSIDERATION OTHER THAN THOSE WHICH HAVE BEEN REJECTED IN
THE EXAMINATION OF THE FIRST QUESTION HAS BEEN RAISED BEFORE THE COURT IN
ORDER TO JUSTIFY THE CREATION OF IMPEDIMENTS TO IMPORTS FROM OTHER MEMBER
STATES WHEN TERMS ARE FIXED FOR THE GRANT OF A LICENCE .

27 THE REPLY TO THE SECOND QUESTION MUST THEREFORE BE THAT ARTICLES 30 AND
36 OF THE TREATY MUST BE INTERPRETED AS PROHIBITING THE COMPETENT
ADMINISTRATIVE AUTHORITIES FROM IMPOSING ON A LICENSEE TERMS IMPEDING THE
IMPORTATION FROM OTHER MEMBER STATES OF A PRODUCT COVERED BY A PATENT
ENDORSED "LICENCES OF RIGHT" WHERE THOSE AUTHORITIES MAY NOT REFUSE TO
GRANT A LICENCE TO AN UNDERTAKING WHICH WOULD MANUFACTURE THE PRODUCT IN
THE NATIONAL TERRITORY AND MARKET IT THERE

QUESTION 3

28 THE THIRD QUESTION ASKS WHETHER THE ANSWERS TO THE FIRST AND SECOND
QUESTIONS ARE AFFECTED BY THE FACT THAT THE ARTICLE IN QUESTION IS A
PHARMACEUTICAL PRODUCT IMPORTED FROM A MEMBER STATE WHERE SUCH PRODUCTS
ARE NOT PATENTABLE.

29 IT IS CLEAR FROM THE FOREGOING THAT IN A SYSTEM OF OBLIGATORY LICENCES
SUCH AS THAT DESCRIBED BY THE NATIONAL COURT THE PROTECTION OF PATENT
RIGHTS MUST BE CONFINED TO GUARANTEEING THE PATENT PROPRIETOR A FAIR RETURN
IN RESPECT OF BOTH IMPORTED PRODUCTS AND PRODUCTS MANUFACTURED
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AND MARKETED IN THE MEMBER STATE IN QUESTION.

30 IT HAS, HOWEVER, BEEN MAINTAINED IN THE PROCEEDINGS BEFORE THE COURT THAT
MANUFACTURERS IN A MEMBER STATE WHERE PHARMACEUTICAL PRODUCTS ARE NOT
PATENTABLE DO NOT HAVE TO BEAR THE COST OF RESEARCH, UNLIKE MANUFACTURERS
IN OTHER MEMBER STATES, AND CAN THEREFORE MANUFACTURE IN CONDITIONS WHICH
DISTORT COMPETITION. A PROHIBITION ON IMPORTS IS THE ONLY MEANS OF REMEDYING
THAT SITUATION.

31 THAT ARGUMENT CANNOT BE ACCEPTED. IT IS SUFFICIENT TO POINT OUT, WITHOUT
THERE EVEN BEING ANY NEED TO CONSIDER WHETHER THE FACTS ON WHICH IT IS
BASED ARE ACTUALLY CORRECT, THAT THE RIGHT TO A FAIR RETURN GRANTED TO THE
PROPRIETOR OF A PATENT SUBJECT TO A SYSTEM OF LICENCES OF RIGHT IS INTENDED
PRECISELY TO AFFORD THE PROPRIETOR RECOMPENSE FOR THE RESEARCH COSTS HE HAS
INCURRED. THERE ARE THEREFORE NO GROUNDS FOR DRAWING A DISTINCTION
ACCORDING TO WHETHER THE PRODUCT MARKETED BY THE THIRD PARTY WAS
MANUFACTURED IN THE NATIONAL TERRITORY OR IN THE TERRITORY OF A MEMBER
STATE WHERE THE PRODUCT WAS NOT PATENTABLE.

32 IN ANSWER TO THE NATIONAL COURT IT SHOULD THEREFORE BE RULED THAT THE
REPLIES TO THE FIRST AND SECOND QUESTIONS ARE NOT AFFECTED BY THE FACT THAT
THE PRODUCT IN QUESTION IS A PHARMACEUTICAL PRODUCT AND COMES FROM A
MEMBER STATE WHERE IT IS NOT PATENTABLE.

QUESTION 4

33 THE FOURTH QUESTION ASKS ESSENTIALLY WHETHER, IF THE PROHIBITION ON
IMPORTS CANNOT BE JUSTIFIED UNDER ARTICLE 36 OF THE TREATY, IT MAY
NEVERTHELESS BE JUSTIFIED ON THE GROUNDS OF IMPERATIVE REQUIREMENTS
RELATING TO CONSUMER PROTECTION AND FAIR TRADING, AS RECOGNIZED BY THE
COURT IN INTERPRETING ARTICLE 30 OF THE TREATY.

34 FROM THE FINDINGS SET OUT ABOVE IT IS CLEAR THAT THE NATIONAL LEGISLATION
RELATING TO LICENCES OF RIGHT IS NOT APPLICABLE WITHOUT DISTINCTION TO
MANUFACTURERS ESTABLISHED IN THE NATIONAL TERRITORY AND TO IMPORTERS.

35 THE COURT HAS CONSISTENTLY HELD (SEE, IN PARTICULAR, THE JUDGMENT OF 17
JUNE 1981 IN CASE 113/80 COMMISSION V IRELAND (( 1981 )) ECR 1625 ) THAT IT IS ONLY
WHERE NATIONAL RULES APPLY WITHOUT DISTINCTION TO BOTH DOMESTIC AND
IMPORTED PRODUCTS THAT THEY DO NOT FALL UNDER THE PROHIBITION LAID DOWN BY
ARTICLE 30 OF THE TREATY IF THEY ARE NECESSARY IN ORDER TO SATISFY IMPERATIVE
REQUIREMENTS RELATING IN PARTICULAR TO CONSUMER PROTECTION OR FAIR TRADING.

36 THE REPLY TO THE FOURTH QUESTION MUST THEREFORE BE THAT A PROHIBITION ON
IMPORTATION CANNOT BE JUSTIFIED ON GROUNDS OF IMPERATIVE REQUIREMENTS
RELATING TO CONSUMER PROTECTION OR FAIR TRADING WHERE THE NATIONAL
LEGISLATION ON WHICH IT IS BASED IS NOT APPLICABLE WITHOUT DISTINCTION TO
DOMESTIC AND IMPORTED PRODUCTS.
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Judgment of the Court
of 9 July 1985

Pharmon BV v Hoechst AG.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Industrial and commercial property - Patents - Extent of protection - Exhaustion of patent rights
where a compulsory licence has been granted in respect of a parallel patent.

Case 19/84.

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT
RIGHT - PRODUCT MARKETED IN A MEMBER STATE BY THE PATENT PROPRIETOR OR
WITH HIS CONSENT - IMPORTATION INTO ANOTHER MEMBER STATE - PROPRIETOR ' S
RIGHT TO PREVENT IMPORTATION - NONE

(EEC TREATY , ARTS 30 AND 36 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT
RIGHT - PRODUCT PROTECTED IN SEVERAL MEMBER STATES UNDER PARALLEL PATENTS -
PRODUCT MANUFACTURED IN A MEMBER STATE BY THE HOLDER OF A COMPULSORY
LICENCE AND MARKETED IN ANOTHER MEMBER STATE - PATENT PROPRIETOR ' S RIGHT
TO PREVENT MARKETING - NECESSARY PROTECTION OF THE SUBSTANCE OF THE PATENT
RIGHT - PERMISSIBILITY

(EEC TREATY , ARTS 30 AND 36 )

1 . ARTICLES 30 AND 36 OF THE EEC TREATY PRECLUDE THE APPLICATION OF NATIONAL
PROVISIONS WHICH ENABLE A PATENT PROPRIETOR TO PREVENT THE IMPORTATION AND
MARKETING OF A PRODUCT WHICH HAS BEEN LAWFULLY MARKETED IN ANOTHER
MEMBER STATE BY THE PATENT PROPRIETOR HIMSELF , WITH HIS CONSENT , OR BY A
PERSON ECONOMICALLY OR LEGALLY DEPENDENT ON HIM .

2.ARTICLES 30 AND 36 OF THE EEC TREATY DO NOT PRECLUDE THE APPLICATION OF
LEGAL PROVISIONS OF A MEMBER STATE WHICH GIVE A PATENT PROPRIETOR THE RIGHT
TO PREVENT THE MARKETING IN THAT STATE OF A PRODUCT WHICH HAS BEEN
MANUFACTURED IN ANOTHER MEMBER STATE BY THE HOLDER OF A COMPULSORY
LICENCE GRANTED IN RESPECT OF A PARALLEL PATENT HELD BY THE SAME
PROPRIETOR. IN THAT RESPECT , IT MAKES NO DIFFERENCE WHETHER A PROHIBITION ON
EXPORTATION IS ATTACHED TO THE COMPULSORY LICENCE , WHETHER THAT LICENCE
FIXES ROYALTIES PAYABLE TO THE PATENTEE OR WHETHER THE PATENTEE HAS
ACCEPTED OR REFUSED SUCH ROYALTIES.

WHERE A COMPULSORY LICENCE IS GRANTED TO A THIRD PARTY THE PATENT
PROPRIETOR IS DEPRIVED OF HIS RIGHT TO DETERMINE FREELY THE CONDITIONS UNDER
WHICH HE MARKETS HIS PRODUCT. THE SUBSTANCE OF A PATENT RIGHT LIES
ESSENTIALLY IN ACCORDING THE INVENTOR AN EXCLUSIVE RIGHT OF FIRST PLACING
THE PRODUCT ON THE MARKET SO AS TO ALLOW HIM TO OBTAIN THE REWARD FOR HIS
CREATIVE EFFORT. IT IS THEREFORE NECESSARY TO ALLOW THE PATENT PROPRIETOR TO
PREVENT THE IMPORTATION AND MARKETING OF PRODUCTS MANUFACTURED UNDER A
COMPULSORY LICENCE IN ORDER TO PROTECT THE SUBSTANCE OF HIS EXCLUSIVE
RIGHTS UNDER HIS PATENT.

IN CASE 19/84

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE HOGE RAAD
(SUPREME COURT OF THE NETHERLANDS ) FOR A PRELIMINARY RULING IN THE
PROCEEDINGS PENDING BEFORE THAT COURT BETWEEN
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PHARMON BV , WHOSE REGISTERED OFFICE IS AT RHOON , THE NETHERLANDS ,
REPRESENTED BY A. F. DE SAVORNIN LOHMAN , OF THE ROTTERDAM BAR AND THE
BRUSSELS BAR ,

PLAINTIFF IN THE MAIN PROCEEDINGS ,

AND

HOECHST AG , WHOSE REGISTERED OFFICE IS AT FRANKFURT AM MAIN , FEDERAL
REPUBLIC OF GERMANY , REPRESENTED BY J. A. STOOP , OF THE HAGUE BAR ,

DEFENDANT IN THE MAIN PROCEEDINGS ,

ON THE INTERPRETATION OF THE COMMUNITY RULES ON THE FREE MOVEMENT OF
GOODS IN ORDER TO DETERMINE THE EXTENT OF THE PROTECTION CONFERRED BY A
PATENT WHERE A COMPULSORY LICENCE HAS BEEN GRANTED IN RESPECT OF A
PARALLEL PATENT ,

1 BY JUDGMENT OF 13 JANUARY 1984 , WHICH WAS RECEIVED AT THE COURT ON 20
JANUARY 1984 , THE HOGE RAAD REFERRED TO THE COURT FOR A PRELIMINARY RULING
UNDER ARTICLE 177 OF THE EEC TREATY THREE QUESTIONS ON THE INTERPRETATION OF
THE COMMUNITY RULES ON THE FREE MOVEMENT OF GOODS IN ORDER TO DETERMINE
THE LIMITS IMPOSED ON THE APPLICATION OF NATIONAL LAW ON PATENTS FOR
INVENTIONS WITH REGARD TO THE IMPORTATION OF A PRODUCT MANUFACTURED IN
ANOTHER MEMBER STATE UNDER A COMPULSORY LICENCE GRANTED IN RESPECT OF A
PARALLEL PATENT.

2 THAT QUESTION WAS RAISED IN PROCEEDINGS BETWEEN THE GERMAN COMPANY
HOECHST AND THE NETHERLANDS COMPANY PHARMON , IN WHICH HOECHST SOUGHT TO
PREVENT PHARMON FROM MARKETING A CONSIGNMENT OF MEDICINES IN THE
TERRITORY OF THE NETHERLANDS.

3 AT THE MATERIAL TIME , IN 1976 , HOECHST WAS THE PROPRIETOR OF A PATENT IN
THE FEDERAL REPUBLIC OF GERMANY AND OF PARALLEL PATENTS IN THE NETHERLANDS
AND IN THE UNITED KINGDOM IN RESPECT OF THE SAME INVENTION , NAMELY A
PROCESS FOR MANUFACTURING THE MEDICINE KNOWN AS ' FRUSEMIDE ' .

4 IN 1972 DDSA PHARMACEUTICALS LTD (HEREINAFTER REFERRED TO AS DDSA ), A
BRITISH COMPANY , OBTAINED A COMPULSORY LICENCE TO EXPLOIT THE INVENTION BY
VIRTUE OF SECTION 41 OF THE PATENTS ACT 1949 , WHICH WAS THEN IN FORCE , IN
RESPECT OF THE PARALLEL PATENT GRANTED TO HOECHST IN THE UNITED KINGDOM.

5 THE COMPULSORY LICENCE GRANTED IN THIS CASE WAS BASED ON SECTION 41 OF THE
PATENTS ACT 1949 WHICH MADE SPECIAL PROVISION FOR PATENTS IN RESPECT OF
FOODSTUFFS , MEDICINES AND SURGICAL INSTRUMENTS. IN CONNECTION WITH SUCH
PATENTS , THE COMPTROLLER GENERAL OF PATENTS WAS REQUIRED TO GRANT A
COMPULSORY LICENCE TO ANY PERSON INTERESTED WHO APPLIED FOR ONE , UNLESS IT
APPEARED TO HIM THAT THERE WERE GOOD REASONS FOR REFUSING THE APPLICATION.

6 IT IS CLEAR FROM SECTION 41 (2 ) THAT THAT RULE WAS INTENDED TO ENSURE THAT
THE PRODUCTS CONCERNED COULD BE OBTAINED AT THE LOWEST POSSIBLE PRICES
CONSISTENT WITH THE PATENTEE DERIVING A REASONABLE ADVANTAGE FROM HIS
PATENT RIGHTS. THE COMPULSORY LICENCE WAS SIGNED NEITHER BY ITS HOLDER , NOR
BY THE PROPRIETOR OF THE PATENT , BUT ONLY BY THE OFFICIAL OF THE UNITED
KINGDOM PATENT OFFICE.

7 THE LICENCE IN QUESTION WAS A NON-ASSIGNABLE NON-EXCLUSIVE COMPULSORY
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LICENCE WITHIN THE UNITED KINGDOM OF GREAT BRITAIN AND NORTHERN IRELAND
AND THE ISLE OF MAN AND ATTACHED TO IT WAS A PROHIBITION ON EXPORTATION.

8 HOWEVER , AT THE END OF 1976 , SHORTLY BEFORE THE EXPIRY OF THE UNITED
KINGDOM PATENT , DDSA DISREGARDED THAT PROHIBITION ON EXPORTATION AND SOLD
TO THE NETHERLANDS PHARMACEUTICAL COMPANY , PHARMON , A LARGE
CONSIGNMENT OF ' FRUSEMIDE ' TABLETS WHICH IT HAD PRODUCED . PHARMON
INTENDED TO MARKET IN THE NETHERLANDS THE PHARMACEUTICAL PRODUCTS WHICH
IT HAD OBTAINED IN THAT WAY.

9 HOECHST BROUGHT AN ACTION AGAINST PHARMON BEFORE THE
ARRONDISSEMENTSRECHTBANK (DISTRICT COURT ), ROTTERDAM. BY A JUDGMENT OF 1
FEBRUARY 1977 , WHICH BECAME FINAL , THAT COURT MADE A GENERAL ORDER
PROHIBITING PHARMON FROM INFRINGING THE RIGHTS ARISING UNDER HOECHST ' S
NETHERLANDS PATENT.

10 PHARMON REFUSED TO ACCEPT THAT THAT GENERAL PROHIBITION COVERED THE '
FRUSEMIDE ' ORIGINATING IN THE UNITED KINGDOM WHERE , ACCORDING TO PHARMON
, IT HAD BEEN LAWFULLY MARKETED BY DDSA. IT THEREFORE BROUGHT AN ACTION
BEFORE THE ARRONDISSEMENTSRECHTBANK , ROTTERDAM , FOR A DECLARATION TO
THAT EFFECT.

11 THE CASE CAME BEFORE THE GERECHTSHOF (REGIONAL COURT OF APPEAL ), THE
HAGUE , WHICH TOOK THE VIEW THAT , SINCE PHARMON HAD BOUGHT THE
CONSIGNMENT OF ' FRUSEMIDE ' IN QUESTION DIRECTLY FROM DDSA , THE TABLETS
HAD NOT BEEN RELEASED ONTO THE MARKET IN THE UNITED KINGDOM AND THAT , IN
ADDITION , HOECHST HAD APPARENTLY NOT RECEIVED ROYALTIES FOR THAT
CONSIGNMENT. CONSEQUENTLY , BY A JUDGMENT OF 3 MARCH 1982 , IT DISMISSED
PHARMON ' S CLAIMS.

12 PHARMON THEN LODGED AN APPEAL IN CASSATION , CLAIMING , INTER ALIA , THAT
THE GERECHTSHOF WAS MISTAKEN IN FINDING THAT THE CONSIGNMENT OF ' FRUSEMIDE
' IN QUESTION HAD NOT BEEN RELEASED ONTO THE UNITED KINGDOM MARKET , AND IN
ATTACHING IMPORTANCE TO THE FACT THAT ROYALTIES HAD NOT BEEN PAID TO
HOECHST.

13 THE HOGE RAAD TOOK THE VIEW THAT THE CASE RAISED VARIOUS QUESTIONS OF
INTERPRETATION OF COMMUNITY LAW AND , BY A JUDGMENT OF 13 JANUARY 1984 ,
ASKED THE COURT TO GIVE A PRELIMINARY RULING ON THE FOLLOWING QUESTIONS :

' (1 ) IS IT INCOMPATIBLE WITH THE RULES OF THE FREE MOVEMENT OF GOODS WITHIN
THE COMMON MARKET FOR A PROPRIETOR OF A PATENT TO EXERCISE HIS RIGHTS
UNDER THE LEGISLATION OF A MEMBER STATE TO OPPOSE THE PUTTING INTO
CIRCULATION IN THAT STATE OF A PRODUCT PROTECTED BY THAT PATENT , WHERE
THAT PRODUCT IS MANUFACTURED IN ANOTHER MEMBER STATE AND SOLD AND
SUPPLIED DIRECTLY FROM THERE TO A PURCHASER IN THE FIRST-MENTIONED MEMBER
STATE BY THE HOLDER OF A COMPULSORY LICENCE UNDER A PARALLEL PATENT OWNED
BY THE SAME PATENT PROPRIETOR IN THAT OTHER MEMBER STATE?

(2)DOES IT MAKE ANY DIFFERENCE TO THE ANSWER TO THE FIRST QUESTION WHETHER A
PROHIBITION ON EXPORTATION IS ATTACHED TO THE ABOVE-MENTIONED COMPULSORY
LICENCE BY THE AUTHORITIES OF THE OTHER MEMBER STATE?

(3)IS IT RELEVANT TO THE ANSWER TO BE GIVEN TO THE FIRST QUESTION WHETHER :
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(A ) THE PATENT PROPRIETOR IS IN GENERAL ENTITLED TO ROYALTIES IN RESPECT OF
THE PRODUCTS PUT INTO CIRCULATION BY THE LICENSEE UNDER HIS COMPULSORY
LICENCE?

(B)THE PATENT PROPRIETOR IS ENTITLED TO ROYALTIES IN RESPECT OF THE SPECIFIC
CONSIGNMENT AT ISSUE IN THESE PROCEEDINGS?

(C)THE PATENT PROPRIETOR IS NOT ONLY ENTITLED TO ROYALTIES BUT HAS ALSO
ACTUALLY RECEIVED (OR WANTED TO RECEIVE ) SUCH ROYALTIES?

'

QUESTION 1

14 THE HOGE RAAD ' S FIRST QUESTION ASKS IN SUBSTANCE WHETHER ARTICLES 30 AND
36 OF THE EEC TREATY PRECLUDE THE APPLICATION OF LEGAL PROVISIONS OF A
MEMBER STATE WHICH GIVE A PATENT PROPRIETOR THE RIGHT TO PREVENT THE
MARKETING IN THAT STATE OF A PRODUCT WHICH HAS BEEN MANUFACTURED IN
ANOTHER MEMBER STATE BY THE HOLDER OF A COMPULSORY LICENCE GRANTED IN
RESPECT OF A PARALLEL PATENT HELD BY THE SAME PROPRIETOR .

15 PHARMON , THE PLAINTIFF IN THE MAIN PROCEEDINGS , CONSIDERS THAT THE
HOLDER OF A COMPULSORY LICENCE MUST BE ACCORDED THE RIGHT TO DELIVER
DIRECTLY IN THE TERRITORY OF ANOTHER MEMBER STATE IN WHICH A PARALLEL
PATENT EXISTS THE PRODUCT WHICH IS THE SUBJECT OF THE ORIGINAL PATENT , THE
PARALLEL PATENT AND THE COMPULSORY LICENCE.

16 PHARMON PUTS FORWARD SEVERAL ARGUMENTS IN SUPPORT OF ITS VIEW. IT CLAIMS
THAT THE NATURE OF A COMPULSORY LICENCE IS NOT APPRECIABLY DIFFERENT FROM
THAT OF A LICENCE FREELY GRANTED , IN VIEW OF THE PROCEDURAL RULES
CONCERNING THE GRANT OF COMPULSORY LICENCES , THE LEGAL PROTECTION
PROVIDED FOR THE PATENT PROPRIETOR AND THE FACT THAT HE RECEIVES
REASONABLE COMPENSATION. WITH REGARD TO THE PROBLEM OF THE PATENT
PROPRIETOR ' S CONSENT , IT CLAIMS THAT THE DECISION OF THE NATIONAL
AUTHORITIES MAY BE DEEMED TO REPLACE THE CONSENT OF THE PATENT PROPRIETOR ,
AND THAT , IN ANY EVENT , THE EXHAUSTION OF PATENT RIGHTS IS ALSO APPLICABLE
WHERE THE PRODUCT HAS BEEN MARKETED IN THE MEMBER STATE WHERE THE
COMPULSORY LICENCE WAS GRANTED. PHARMON TAKES THE VIEW , IN ADDITION , THAT
SEVERAL JUDGMENTS OF THE COURT OF JUSTICE CORROBORATE ITS VIEW , IN
PARTICULAR THE JUDGMENTS OF 3 JULY 1974 (CASE 192/73 VAN ZUYLEN FRERES V HAG
AG (1974 ) ECR 731 ), 20 JANUARY 1981 (JOINED CASES 55 AND 57/80 MUSIK-VERTRIEB
MEMBRAN V GEMA (1981 ) ECR 147 ) AND 14 JULY 1981 (CASE 187/80 MERCK V STEPHAR
(1981 ) ECR 2063 ). IT FOLLOWS FROM THOSE JUDGMENTS THAT A PERSON WHO DECIDES
TO AVAIL HIMSELF OF THE POSSIBILITY OF SEEKING A PARALLEL PATENT IN THE UNITED
KINGDOM , BY THE SAME TOKEN ACCEPTS THE WHOLE BODY OF THE RELEVANT BRITISH
LEGISLATION WITH ALL THE CONSEQUENCES WHICH THAT IMPLIES , INCLUDING THE
POSSIBILITY THAT A COMPULSORY LICENCE MAY BE GRANTED IN RESPECT OF THAT
PARALLEL PATENT.

17 HOECHST , THE SIX MEMBER STATES WHICH HAVE SUBMITTED OBSERVATIONS , AND
THE COMMISSION LARGELY CONCUR IN THEIR VIEW THAT THE HOLDER OF A
COMPULSORY LICENCE IS NOT ENTITLED TO DELIVER THE PRODUCT DIRECTLY IN THE
TERRITORY OF A MEMBER STATE WHERE A PARALLEL PATENT EXISTS. CONSEQUENTLY ,
THEY CONSIDER THAT IT IS NOT INCOMPATIBLE WITH THE RULES ON THE FREE
MOVEMENT OF GOODS FOR A PATENT PROPRIETOR TO EXERCISE HIS RIGHTS UNDER THE
LAW
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OF A MEMBER STATE TO OPPOSE THE PUTTING INTO CIRCULATION IN THE
ABOVEMENTIONED CIRCUMSTANCES , IN THAT STATE , OF A PRODUCT PROTECTED BY
THE PATENT OF WHICH HE IS THE PROPRIETOR .

18 IN THE FIRST PLACE IT IS CONTENDED THAT THE NATURE OF A COMPULSORY LICENCE
IS DIFFERENT TO THAT OF A LICENCE FREELY GRANTED BECAUSE , IN PARTICULAR ,
THERE ARE NO REAL NEGOTIATIONS BETWEEN THE COMPULSORY LICENSEE AND THE
PATENTEE , NEITHER THE LICENSEE NOR THE PATENTEE SIGN THE DOCUMENT , WHICH
REMAINS A MEASURE ADOPTED BY A PUBLIC AUTHORITY , AND THE RELATIONSHIP
WHICH IN NORMAL CIRCUMSTANCES EXISTS BETWEEN A PATENTEE AND A
CONTRACTUAL LICENSEE IS LACKING.

19 SECONDLY , IT IS ARGUED THAT THE OBJECTIVES OF A COMPULSORY LICENCE AND A
LICENCE FREELY GRANTED ARE DIFFERENT. WHILST A LICENCE FREELY GRANTED IS A
MEANS OF EXPLOITATION WHICH GOES TO THE SPECIFIC SUBJECT-MATTER OF THE
PATENT RIGHT AS DEFINED BY THE COURT , A COMPULSORY LICENCE , ON THE OTHER
HAND , IS ESSENTIALLY INTENDED TO MEET THE SPECIAL NEEDS OF A MEMBER STATE.
ACCORDINGLY , IT WOULD BE UNFAIR , AND EVEN DANGEROUS , TO ACCORD THAT
MEMBER STATE A FURTHER ADVANTAGE BY ALLOWING A PRODUCT MANUFACTURED
UNDER THE COMPULSORY LICENCES GRANTED BY IT TO BE DELIVERED DIRECTLY IN
MEMBER STATES WHERE A PARALLEL PATENT EXISTS.

20 THIRDLY , ALL THE ABOVEMENTIONED OBSERVATIONS EMPHASIZE IN PARTICULAR
THE LACK OF DIRECT OR INDIRECT CONSENT ON THE PART OF THE PATENT PROPRIETOR
IN THE CASE OF COMPULSORY LICENCES. REFERRING TO THE DECISIONS OF THE COURT
(IN PARTICULAR THE JUDGMENT OF 31 OCTOBER 1974 , CASE 15/74 CENTRAFARM V
STERLING DRUG (1974 ) ECR 1147 ; THE JUDGMENT OF 14 JULY 1981 , CASE 187/80 , MERCK
V STEPHAR , CITED ABOVE ; AND THE JUDGMENT OF 14 SEPTEMBER 1982 , CASE 144/81
KEURKOOP V NANCY KEAN GIFTS (1982 ) ECR 2853 ), THEY STRESS THE FACT THAT IN
THE CASE OF A COMPULSORY LICENCE NONE OF THE CONDITIONS WHICH , ACCORDING
TO THE COURT ' S CASE-LAW , FIX THE LIMITS LAID DOWN BY COMMUNITY LAW ON THE
EXERCISE OF AN INDUSTRIAL AND COMMERCIAL PROPERTY RIGHT PROTECTED AT
NATIONAL LEVEL ARE SATISFIED. IT FOLLOWS THAT THE THEORY OF THE EXHAUSTION
OF PATENT RIGHTS WHICH PRESUPPOSES THAT THE PRODUCT IN QUESTION HAS BEEN
MARKETED FREELY AND VOLUNTARILY BY THE PATENT PROPRIETOR , OR BY A THIRD
PARTY WITH THE PROPRIETOR ' S CONSENT , DOES NOT APPLY IN THE CASE OF A
COMPULSORY LICENCE. THAT VIEW IS CONFIRMED BY THE PROVISIONS OF THE
CONVENTION FOR THE EUROPEAN PATENT FOR THE COMMON MARKET (COMMUNITY
PATENT CONVENTION ) (OFFICIAL JOURNAL 1976 , L 17 , P. 1 ), IN PARTICULAR ARTICLE 81
(3 ) THEREOF WHICH , ALTHOUGH IT HAS NOT YET COME INTO FORCE , NEVERTHELESS
EXPRESSES THE POSITION OF THE MEMBER STATES IN THAT RESPECT.

21 FOURTHLY , HOECHST AND ALL THE MEMBER STATES WHICH HAVE SUBMITTED
OBSERVATIONS CLAIM THAT , IN ACCORDANCE WITH THE PRINCIPLE OF THE
TERRITORIALITY OF THE ACTS OF THE PUBLIC AUTHORITES OF A MEMBER STATE , A
COMPULSORY LICENCE CANNOT CONFER ON ITS HOLDER RIGHTS IN THE TERRITORIES OF
THE OTHER MEMBER STATES. SINCE A COMPULSORY LICENCE IS AN EXCEPTIONAL
MEASURE AND IS OFTEN IN THE NATURE OF A PENALTY FOR THE PATENTEE , IT MUST BE
APPLIED RESTRICTIVELY AND ITS EFFECTS SHOULD NOT BE EXTENDED BEYOND ITS
INHERENT PURPOSE , THAT IS TO SAY THE PUBLIC INTEREST IN GENERAL AND , WITH
REGARD TO MEDICINES IN PARTICULAR , THE MAINTENANCE OF SUPPLIES TO THE
INTERNAL MARKET UNDER SATISFACTORY CONDITIONS .
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22 IT MUST BE RECALLED THAT THE COURT HAS CONSISTENTLY HELD THAT ARTICLES 30
AND 36 OF THE EEC TREATY PRECLUDE THE APPLICATION OF NATIONAL PROVISIONS
WHICH ENABLE A PATENT PROPRIETOR TO PREVENT THE IMPORTATION AND MARKETING
OF A PRODUCT WHICH HAS BEEN LAWFULLY MARKETED IN ANOTHER MEMBER STATE BY
THE PATENT PROPRIETOR HIMSELF , WITH HIS CONSENT , OR BY A PERSON
ECONOMICALLY OR LEGALLY DEPENDENT ON HIM .

23 IF A PATENT PROPRIETOR COULD PRECLUDE THE IMPORTATION OF PROTECTED
PRODUCTS MARKETED IN ANOTHER MEMBER STATE BY HIM OR WITH HIS CONSENT , HE
WOULD BE ABLE TO PARTITION THE NATIONAL MARKETS AND THUS RESTRICT TRADE
BETWEEN THE MEMBER STATES , ALTHOUGH SUCH A RESTRICTION IS NOT NECESSARY
TO PROTECT THE SUBSTANCE OF HIS EXCLUSIVE RIGHTS UNDER THE PARALLEL PATENTS.

24 THE HOGE RAAD ' S QUESTION IS THEREFORE ESSENTIALLY INTENDED TO ESTABLISH
WHETHER THE SAME RULES APPLY WHERE THE PRODUCT IMPORTED AND OFFERED FOR
SALE HAS BEEN MANUFACTURED IN THE EXPORTING MEMBER STATE BY THE HOLDER OF
A COMPULSORY LICENCE GRANTED IN RESPECT OF A PARALLEL PATENT HELD BY THE
PROPRIETOR OF THE PATENT IN THE IMPORTING MEMBER STATE .

25 IT IS NECESSARY TO POINT OUT THAT WHERE , AS IN THIS INSTANCE , THE
COMPETENT AUTHORITIES OF A MEMBER STATE GRANT A THIRD PARTY A COMPULSORY
LICENCE WHICH ALLOWS HIM TO CARRY OUT MANUFACTURING AND MARKETING
OPERATIONS WHICH THE PATENTEE WOULD NORMALLY HAVE THE RIGHT TO PREVENT ,
THE PATENTEE CANNOT BE DEEMED TO HAVE CONSENTED TO THE OPERATION OF THAT
THIRD PARTY. SUCH A MEASURE DEPRIVES THE PATENT PROPRIETOR OF HIS RIGHT TO
DETERMINE FREELY THE CONDITIONS UNDER WHICH HE MARKETS HIS PRODUCTS.

26 AS THE COURT HELD MOST RECENTLY IN ITS JUDGMENT OF 14 JULY 1981 (MERCK V
STEPHAR , CITED ABOVE ), THE SUBSTANCE OF A PATENT RIGHT LIES ESSENTIALLY IN
ACCORDING THE INVENTOR AN EXCLUSIVE RIGHT OF FIRST PLACING THE PRODUCT ON
THE MARKET SO AS TO ALLOW HIM TO OBTAIN THE REWARD FOR HIS CREATIVE EFFORT.
IT IS THEREFORE NECESSARY TO ALLOW THE PATENT PROPRIETOR TO PREVENT THE
IMPORTATION AND MARKETING OF PRODUCTS MANUFACTURED UNDER A COMPULSORY
LICENCE IN ORDER TO PROTECT THE SUBSTANCE OF HIS EXCLUSIVE RIGHTS UNDER HIS
PATENT.

27 CONSEQUENTLY , IN REPLY TO QUESTION 1 IT MUST BE STATED THAT ARTICLES 30
AND 36 OF THE EEC TREATY DO NOT PRECLUDE THE APPLICATION OF LEGAL PROVISIONS
OF A MEMBER STATE WHICH GIVE A PATENT PROPRIETOR THE RIGHT TO PREVENT THE
MARKETING IN THAT STATE OF A PRODUCT WHICH HAS BEEN MANUFACTURED IN
ANOTHER MEMBER STATE BY THE HOLDER OF A COMPULSORY LICENCE GRANTED IN
RESPECT OF A PARALLEL PATENT HELD BY THE SAME PROPRIETOR.

QUESTIONS 2 AND 3

28 QUESTIONS 2 AND 3 ASK ESSENTIALLY WHETHER THE REPLY TO QUESTION 1 DEPENDS
, IN THE FIRST PLACE , ON WHETHER THE AUTHORITIES OF THE MEMBER STATE WHICH
GRANTED THE COMPULSORY LICENCE HAVE ATTACHED TO IT A PROHIBITION ON
EXPORTATION AND , SECONDLY , ON WHETHER THE COMPULSORY LICENCE PROVIDES
FOR A SYSTEM OF ROYALTIES FOR THE PATENTEE AND WHETHER HE HAS ACTUALLY
ACCEPTED OR RECEIVED SUCH ROYALTIES.

29 IT IS SUFFICIENT TO STATE THAT THE LIMITS REFERRED TO ABOVE IMPOSED BY
COMMUNITY LAW ON THE APPLICATION OF THE LAW OF THE IMPORTING MEMBER
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STATE IN NO WAY DEPEND ON THE CONDITIONS ATTACHED BY THE COMPETENT
AUTHORITIES OF THE EXPORTING MEMBER STATE TO THE GRANT OF THE COMPULSORY
LICENCE.

30 IT FOLLOWS THAT IN REPLY TO QUESTIONS 2 AND 3 IT MUST BE STATED THAT IT
MAKES NO DIFFERENCE TO THE REPLY TO QUESTION 1 WHETHER A PROHIBITION ON
EXPORTATION IS ATTACHED TO THE COMPULSORY LICENCE , WHETHER THAT LICENCE
FIXES ROYALTIES PAYABLE TO THE PATENTEE OR WHETHER THE PATENTEE HAS
ACCEPTED OR REFUSED SUCH ROYALTIES.

COSTS

31 THE COSTS INCURRED BY THE GOVERNMENTS OF THE KINGDOM OF DENMARK , THE
FRENCH REPUBLIC , THE FEDERAL REPUBLIC OF GERMANY , THE ITALIAN REPUBLIC , THE
KINGDOM OF THE NETHERLANDS , BY THE UNITED KINGDOM AND BY THE COMMISSION
OF THE EUROPEAN COMMUNITIES , WHICH HAVE SUBMITTED OBSERVATIONS TO THE
COURT , ARE NOT RECOVERABLE. SINCE THESE PROCEEDINGS ARE , IN SO FAR AS THE
PARTIES TO THE MAIN PROCEEDINGS ARE CONCERNED , IN THE NATURE OF A STEP IN
THE ACTION PENDING BEFORE THE NATIONAL COURT , THE DECISION AS TO COSTS IS A
MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE HOGE RAAD BY A JUDGMENT OF
13 JANUARY 1984 HEREBY RULES :

(1 ) ARTICLES 30 AND 36 OF THE EEC TREATY DO NOT PRECLUDE THE APPLICATION OF
LEGAL PROVISIONS OF A MEMBER STATE WHICH GIVE A PATENT PROPRIETOR THE
RIGHT TO PREVENT THE MARKETING IN THAT STATE OF A PRODUCT WHICH HAS BEEN
MANUFACTURED IN ANOTHER MEMBER STATE BY THE HOLDER OF A COMPULSORY
LICENCE GRANTED IN RESPECT OF A PARALLEL PATENT HELD BY THE SAME
PROPRIETOR.

(2)IN THAT RESPECT , IT MAKES NO DIFFERENCE WHETHER A PROHIBITION ON
EXPORTATION IS ATTACHED TO THE COMPULSORY LICENCE , WHETHER THAT LICENCE
FIXES ROYALTIES PAYABLE TO THE PATENTEE OR WHETHER THE PATENTEE HAS
ACCEPTED OR REFUSED SUCH ROYALTIES.
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Judgment of the Court
of 30 June 1988

Thetford Corporation and others v Fiamma SpA and others. Reference for a preliminary ruling:
Court of Appeal (England) - United Kingdom. Protection of industrial and commercial property -

Patents - Free movement of imported goods. Case 35/87.

Free movement of goods -- Industrial and commercial property -- Patent right -- National

legislation recognizing the principle of the relative novelty of an invention -- Compatibility with

Article 36 of the Treaty -- Injunction prohibiting the importation of an infringing article --

Measure justified

(EEC Treaty, Arts 30 and 36)

In the present state of Community law, characterized by the absence of harmonization of the

patents legislation of the Member States, and in the absence of international conventions in force

providing to the contrary, Article 36 of the Treaty must be interpreted as not precluding the

application of a Member State's legislation which recognizes the principle of relative novelty and

provides that a patent granted for an invention may not be declared invalid by reason only of the

fact that the invention in question appears in a patent specification filed more than 50 years

previously. Where national law normally provides for the issue of an injunction to prevent any

infringement, that measure is justified under Article 36 in so far as it aims to preserve the actual

substance of the patent right.

In Case 35/87

REFERENCE to the Court under Article 177 of the EEC Treaty by the Court of Appeal, London,

for a preliminary ruling in the proceedings pending before that court between

Thetford Corporation and Another

and

Fiamma SpA and Others,

on the interpretation of Article 36 of the EEC Treaty,

THE COURT

composed of: Lord Mackenzie Stuart, President, G. Bosco, O. Due and J. C. Moitinho de

Almeida (Presidents of Chambers), T. Koopmans, U. Everling, K. Bahlmann, Y. Galmot, C.

Kakouris, T. F. O'Higgins and F. Schockweiler, Judges,

Advocate General: J. Mischo

Registrar: B. Pastor, Administrator

after considering the observations submitted on behalf of

Thetford Corporation and Another, the plaintiffs in the main proceedings, by Clifford Chance,
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Solicitors, London, in the written procedure and by Mr Burkill, Barrister, in the oral proceedings,

Fiamma SpA and Others, the defendants in the main proceedings, by Messrs Evershed &amp;

Tomkinson, Solicitors, Birmingham, in the written procedure and by Mr Hicks, Barrister, in the

oral proceedings.

the United Kingdom of Great Britain and Northern Ireland, by S. J. Hay, acting as Agent, and N.

Pumfrey, Barrister,

the Commission of the European Communities by E. L. White, a member of its Legal Department,

having regard to the Report for the Hearing and further to the hearing on 1 March 1988,

after hearing the Opinion of the Advocate General delivered at the sitting on 28 April 1988,

gives the following

Judgment

1 By an order which was lodged at the Court Registry on 5 February 1987 the Court of Appeal,

London, referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty two

questions concerning the interpretation of Article 36 of the EEC Treaty with a view to the

assessment of the compatibility with the rules on the free movement of goods of certain provisions

of national patent law and especially the principle of relative novelty.

2 Those questions were raised in proceedings brought by Thetford Corporation and Thetford

(Aqua) Products Limited (hereinafter referred to as Thetford), the owners of several United

Kingdom patents relating to portable toilets, and Fiamma SpA, a manufacturer of such toilets in

Italy, and Fiamma UK, which imports them into the United Kingdom (hereinafter together

referred to as Fiamma).

3 It appears from the order of the national court that Thetford sued Fiamma for infringement of

two United Kingdom patents, granted pursuant to the Patents Act 1949, namely Patent No 1 226

235 (hereinafter Patent 235) and Patent No 1 530 155. The articles alleged to constitute an

infringement of those patents are portable toilets manufactured in Italy and sold in the United

Kingdom. Fiamma has no licence from Thetford in the United Kingdom, in Italy or anywhere else.

4 Before the Patents Court Fiamma denied the patent infringement and argued, on the one hand,

that Thetford's patent was invalid on grounds of lack of novelty and inventive step and, on the

other, that even if the patent were valid, Articles 30 and 36 of the EEC Treaty limited the relief

which the courts of the United Kingdom ought to grant to the proprietor of the patent.

5 After the Patents Court had granted Thetford's application, Fiamma appealed to the Court of

Appeal, which decided that, bearing in mind that there was no direct authority of the Court of

Justice on the points raised by the defendants, the allegations disclosed an arguable case. It
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therefore decided to refer the following questions to the Court of Justice for a preliminary ruling:

(1) Whether a subsisting patent which has been granted in the United Kingdom under the

provisions of the Patents Act 1949 in respect of an invention which but for the provisions of

section 50 of that Act would have been anticipated (lacked novelty) by a specification as is

described in paragraphs (a) or (b) of section 50 (1) of the Act constitutes industrial or commercial

propoerty entitled to protection under Article 36 of the Treaty of Rome?

(2) If such a patent is entitled to such protection as aforesaid whether as contended by the

defendants Fiamma in this case the only relief justified under Article 36 of the Treaty would be

an order for the payment of a reasonable royalty (or other monetary award) but not an injunction?

6 Reference is made to the Report for the Hearing for a fuller description of the facts, the

applicable national legislation and the observations submitted to the Court, which are mentioned

or discussed hereinafter only in so far as is necessary for the reasoning of the Court.

The first question

7 The Court of Appeal's first question seeks to establish whether the derogation from Articles 30

to 34 of the EEC Treaty which is set out in the first sentence of Article 36 necessarily applies to

any patent granted pursuant to the legislation of a Member State or whether, on the contrary, it

does not apply to patents granted by virtue of the principle of relative novelty.

8 The principle of relative novelty, as adopted at the material time by the legislation of the United

Kingdom, is the result of section 50 (1) of the Patents Act 1949, which provided as follows:

An invention claimed in a complete specification shall not be deemed to have been anticipated by

reason only that the invention was published in the United Kingdom:

(a) in a specification filed in pursuance of an application for a patent made in the United Kingdom

and dated more than 50 years before the date of filing of the first-mentioned specification;

(b) in a specification describing the invention for the purposes of an application for protection in

any country outside the United Kingdom made more than 50 years before that date; or

(c) ...

Consequently, it was not possible under the 1949 Act to base an action to have a patent declared

invalid on a specification issued in the United Kingdom or any other country more than 50 years

previously.

9 It should be observed in limine that, as the parties acknowledged at the hearing, the question

put by the Court of Appeal hinges on the question of relative novelty, in so far as it was not
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possible under the Patents Act 1949 to have a patent declared invalid solely on the ground that

its specification was published prior to a period of time fixed by statute.

10 In that connection, it must be pointed out that the effect of the provisions of the Treaty on the

free movement of goods, in particular Article 30, is to prohibit as between Member States

restrictions on imports and all measures having equivalent effect. According to Article 36,

however, those provisions do not preclude prohibitions or restrictions on imports justified on

grounds of the protection of industrial and commercial property. However, such prohibitions or

restrictions must not constitute a means of arbitrary discrimination or a disguised restriction on

trade between Member States.

11 Fiamma argues that the derogation provided for in Article 36 can apply only if a patent right

granted pursuant to national legislation fufils certain fundamental conditions. In particular, a

patent granted in the absence of novelty or an inventive step cannot be regarded as being covered

by the expression protection of industrial and commercial property.

12 In that regard, it must be observed, as the Court held in its judgment of 14 September 1982

(in Case 144/81 Keurkoop v Nancy Kean Gifts ((1982)) ECR 2853) on the protection of designs,

that in the present state of Community law and in the absence of Community standardization or

of a harmonization of laws the determination of the conditions and procedure under which

protection... is granted is a matter for national rules.

13 However, Fiamma contends that the Court's case-law on designs may not be transposed to the

field of patents in view of the higher degree of harmonization of national legislation which has

already been achieved in that field and the existence of international conventions based on the

principle of absolute novelty.

14 That argument cannot be upheld. Firstly, no harmonization of the patents legislation of the

Member States has yet been effected by virtue of measures of Community law. Secondly, none

of the international conventions in force on patents is capable of supporting Fiamma's argument.

The entry into force of the Munich Convention of 1973 on the Grant of European Patents, which

is based on the principle of absolute novelty, did not affect the existence of national legislation on

the granting of patents. Article 2 (2) of that Convention expressly provides that The European

patent shall, in each of the contracting States for which it is granted, have the effect of and be

subject to the same conditions as a national patent granted by that State. As for the Strasbourg

Convention of 1963 on the unification of certain points of substantive law on patents for

© An extract from a JUSTIS database



61987J0035 European Court reports 1988 Page 03585 5

invention, it must be pointed out that, since that Convention entered into force after the patent

in question had been granted, it cannot serve as a determining factor for the purposes of the

interpretation of Community law. The only instrument the provisions of which might afford

support for Fiamma's point of view with regard to the recognition in the Community legal order

of the principle of absolute novelty is the Luxembourg Convention of 1975 on the European

patent for the common market (European Patent Convention) which has close links with the

aforementioned Munich Convention but which has not yet entered into force.

15 It follows that, as the Court held in the judgment of 29 February 1968 (in Case 24/67 Parke

Davis v Centrafarm ((1968)) ECR 55), since the existence of patent rights is at present a matter

solely of national law, a Member State's patent legislation, such as the legislation at issue, is

covered in principle by the derogations from Article 30 which are provided for in Article 36.

16 It must next be considered whether the application of the principle at issue may not constitute

a means of arbitrary discrimination or a disguised restriction on trade between Member States

within the meaning of the second sentence of Article 36.

17 As regards the first possibility, namely whether a means of arbitrary discrimination is involved,

it is sufficient, in order to refute that argument, to point out that before the Court the Agent of

the United Kingdom stated, without being contradicted by the other parties, that the application

of section 50 (1) of the Patents Act 1949 does not give rise to any discrimination. On the one

hand, that rule prevents consideration from being given to a specification disclosing an invention

whether it was filed in the United Kingdom or in another State; secondly there is no discrimination

based on the nationality of applicants for patents; foreign nationals applying for patents in the

United Kingdom have the same rights as United Kingdom nationals.

18 It must further be considered whether the application of the principle in question may not give

rise to a disguised restriction on trade between Member States.

19 In that regard, the justification for the rule of relative novelty, as given in the documents before

the Court, discloses that the objective pursued by the United Kingdom legislature in introducing

the 50-year rule in 1902 was to foster creative activity on the part of inventors in the interest of

industry. To that end, the 50-year rule aimed to make it possible to give a reward, in the form of

the grant of a patent, even in cases in which an old invention was rediscovered. In such cases the

United Kingdom legislation was designed to prevent the existence of a former patent specification
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which had never been utilized or published from constituting a ground for revoking a patent which

had been validly issued.

20 Consequently, a rule such as the 50-year rule cannot be regarded as constituting a disguised

restriction on trade between Member States.

21 In view of the foregoing considerations, the answer to the national court's first question must

be that, in the present state of Community law, Article 36 must be interpreted as not precluding

the application of a Member State's legislation on patents which provides that a patent granted

for an invention may not be declared invalid by reason only of the fact that the invention in

question appears in a patent specification filed more than 50 years previously.

The second question

22 In its second question the Court of Appeal asks essentially whether the national court is free

to choose from among the various forms of relief available under national law in cases of

infringement or whether the only relief justified under Article 36 of the Treaty is an order for the

payment of a reasonable royalty (or other monetary award) but not an injunction prohibiting the

importation of the infringing article from another Member State.

23 Fiamma maintains in that connection that the rule of proportionality as defined in the case-law

of the Court and in particular by the judgment of 20 May 1976 (in Case 104/75 de Peijper

((1976)) ECR 613) should also be applied in the field of industrial and commercial property. In

particular, in view of the particular features of the case at issue, in which the protection conferred

by Article 36 relates to a patent obtained by virtue of the rule of relative novelty, the specific

subject-matter of the patent is already adequately protected by conferring on the proprietor of the

patent the right to obtain reward for the marketing of the patented article without going so far as

to give him the right to obtain an injunction.

24 However, it must be observed in that connection that according to the case-law of the Court

(most recently its judgment of 9 July 1985 in Case 19/84 Pharmon v Hoechst ((1985)) ECR 2281)

the right of the proprietor of a patent to prevent the importation and marketing of products

manufactured under a compulsory licence is part of the substance of patent law. There is all the

more reason for that conclusion to apply in a case such as this where no licence has been granted

by the proprietor of the patent in the country of manufacture.

25 Consequently, the answer to the second question must be that where national law normally

provides for the issue of an injunction to prevent any infringement, that measure is justified under
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Article 36.

Costs

26 The costs incurred by the United Kingdom and the Commission of the European Communities,

which have submitted observations to the Court, are not recoverable. Since these proceedings are,

in so far as the parties to the main proceedings are concerned, in the nature of a step in the

proceedings pending before the national court, the decision as to costs is a matter for that court.

On those grounds,

THE COURT,

in reply to the questions submitted to it by the Court of Appeal, London, hereby rules:

(1) In the present state of Community law, Article 36 does not preclude the application of a

Member State's legislation on patents which provides that a patent granted for an invention may

not be declared invalid by reason only of the fact that the invention in question appears in a patent

specification filed more than 50 years previously.

(2) Where national law normally provides for the issue of an injunction to prevent any

infringement, that measure is justified under Article 36.

Mackenzie Stuart, Bosco, Due, Moitinho de Almeida, Koopmans, Everling, Bahlmann, Galmot,

Kakouris, O'Higgins, Schockweiler

Delivered in open court in Luxembourg on 30 June 1988.

J.-G. Giraud, Registrar -- A.J. Mackenzie Stuart, President
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Judgment of the Court (Sixth Chamber)
of 25 July 1991

Manfred Säger v Dennemeyer &amp; Co. Ltd. Reference for a preliminary ruling:
Oberlandesgericht München - Germany. Freedom to provide services - Activities relating to the

maintenance of industrial property rights. Case C-76/90.

++++

1. Freedom to provide services - Restrictions - Prohibition - Scope - Measures applicable without
distinction

(EEC Treaty Arts 59 and 60)

2. Freedom to provide services - Restrictions justified in the public interest - Permissibility - Conditions

(EEC Treaty, Art. 59)

3. Freedom to provide services - Activities relating to the maintenance of industrial property rights -
Requirement for a particular professional qualification - Not permissible

(EEC Treaty, Art. 59)

1. Article 59 of the Treaty requires not only the elimination of all discrimination against a person
providing services on the grounds of his nationality, but also the abolition of any restriction, even if it
applies without distinction to national providers of services and to those of other Member States, when it
is liable to prohibit or otherwise impede the activities of a provider of services established in another
Member State where he lawfully provides similar services. In particular, a Member State may not make
the provision of services in its territory subject to compliance with all the conditions required for
establishment and thereby deprive of all practical effectiveness the provisions of the Treaty whose object
is, precisely, to guarantee the freedom to provide services. Such a restriction is all the less permissible
where, unlike the situation governed by the third paragraph of Article 60 of the Treaty, the service is
supplied without its being necessary for the person providing it to visit the territory of the Member State
where it is provided.

2. Having regard to the particular characteristics of the provisions of services in certain sectors of activity,
specific requirements imposed on the provider, which result from the application of rules governing those
types of activities, cannot be regarded as incompatible with the Treaty. However, as a fundamental
principle of the Treaty, the freedom to provide services may be limited only by provisions which are
justified by imperative reasons relating to the public interest and which apply to all persons or
undertakings pursuing an activity in the State of destination, in so far as that interest is not protected by
the rules to which the person providing the services is subject in the Member State in which he is
established. In particular, those requirements must be objectively necessary in order to ensure compliance
with professional rules and to guarantee the protection of the recipient of services and they must not
exceed what is necessary to attain those objectives.

3. Article 59 of the EEC Treaty precludes provisions of a Member State which prohibit a company
established in another Member State from providing patent-owners in the territory of the first State with a
service for monitoring those patents and renewing them by payment of the requisite fees, on the ground
that, by virtue of those provisions, such activities are reserved to persons holding a special professional
qualification, such as a qualification as patent agent.

In Case C-76/90,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Oberlandesgericht (Higher

© An extract from a JUSTIS database



61990J0076 European Court reports 1991 Page I-04221 2

Regional Court) Muenchen (Germany) for a preliminary ruling in the proceedings pending before that
court between

Manfred Saeger

and

Dennemeyer &amp; Co. Ltd,

on the interpretation of Article 59 of the EEC Treaty,

THE COURT (Sixth Chamber),

composed of: G.F. Mancini, President of the Chamber, T.F. O' Higgins, C.N. Kakouris, F.A. Schockweiler
and P.J.G. Kapteyn, Judges,

Advocate General: F.G. Jacobs,

Registrar: D. Louterman, Principal Administrator,

after considering the written observations submitted on behalf of:

- Manfred Saeger, by P.B. Schaeuble, Rechtsanwalt, Munich,

- Dennemeyer &amp; Co. Ltd, by L. Donle, Rechtsanwalt, Munich, and C. Vajda, of the Bar of England
and Wales,

- the German Government, by H. Teske, Ministerialrat, at the Federal Ministry of Justice, and J. Karl,
Oberregierungsrat at the Ministry for Economic Affairs, acting as Agents,

- the United Kingdom, by R. Plender, QC, of the Bar of England and Wales instructed by J. Collins,
Solicitor, acting as Agents,

- the Commission, by its Legal Adviser, E. Lasnet, and B. Langeheine, a member of its Legal Service,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Dennemeyer &amp; Co. Ltd, of the German Government, represented
by A. von Winterfeld, Rechtsanwalt, Cologne, acting as Agent, of the United Kingdom and of the
Commission at the hearing on 15 January 1991,

after hearing the Opinion of the Advocate General at the sitting on 21 February 1991,

gives the following

Judgment

1 By order of 25 January 1990, which was received at the Court on 21 March 1990, the Oberlandesgericht
Muenchen referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty a question
on the interpretation of Article 59 of the EEC Treaty.

2 That question was raised in proceedings between Manfred Saeger, a Patentanwalt (patent agent) in
Munich and Dennemeyer &amp; Co. Ltd, a company incorporated under English law having its registered
office in the United Kingdom (hereinafter referred to as "Dennemeyer").

3 Dennemeyer is a specialist in patent renewal services. That activity, which in this instance is carried on
from the United Kingdom for holders of industrial property rights established in other Member States,
including in particular Germany, consists of monitoring patents by means of a computerized system,
advising the holders of those patents when the fees for renewing the patents become due and paying those
fees on their behalf when they return to Dennemeyer the "Fees Reminder"
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which it has sent to them and ask Dennemeyer to pay the amounts indicated therein.

4 Within the framework of its activity, Dennemeyer does not provide advice to its clients either as to the
choice to be made or as to the consequences of payment or non-payment of the fees. The client alone
assumes the responsibility of advising Dennemeyer of any alteration in the patent situation liable to have
an effect on the payment of the renewal fee. Finally, Dennemeyer charges for its service a commission
which is lower than the fees generally charged by German Patentanwaelte (hereinafter referred to as
"patent agents") who carry on the same activity.

5 Mr Saeger complains that Dennemeyer is guilty of unfair competition and is contravening the
Rechtsberatungsgesetz (Law on Legal Advice, hereinafter referred to as the "RBerG", of 13 December
1935, BGBl. III.303-12). He considers that Dennemeyer is attending by way of business, to legal affairs
on behalf of third parties without the licence required pursuant to the first indent of Paragraph 1(1) of that
law.

6 According to Paragraph 1(1) of the RBerG, only persons holding a licence issued by the competent
authority may, by way of business, attend to legal affairs for third parties or pay fees on their behalf.
According to the same provision, licences are to be granted for specific fields listed therein and may be
issued only to applicants who are trustworthy and who have the reliability, the aptitude and the
competence required for the exercise of the profession (Paragraphs 6 and 8 of the Verordnung zur
Ausfuehrung des Rechtsberatungsgesetzes (Regulation implementing the RBerG) of 13 December 1935,
BGBl. III.303.12).

7 Such a licence is not, in principle, issued to undertakings specializing in patent renewal services, since
the monitoring, by way of business, of industrial property rights on behalf of third parties is not included
in the fields mentioned in that law. Paragraph 1(3), of the RBerG provides that that law has been adopted
without prejudice to the pursuit of those activities by notaries and other persons holding a public office,
and also by lawyers and patent agents. In that respect, the Bundesgerichtshof stated in its judgment of 12
March 1987 (I ZR 31/85, BGH Neue Juristische Wochenschrift 1987, p. 3005), to which the order making
the reference refers, that, by virtue of the applicable German legislation, the activities relating to the
maintenance of industrial property rights, including those at issue in the main proceedings, are reserved in
their entirety to patent agents.

8 The national court considered that the action raised problems concerning the interpretation of Community
law. It therefore referred to the Court the following question for a preliminary ruling.

"Under Article 59 of the EEC Treaty, may a company incorporated under English law whose head
office is in Great Britain be required to obtain a permit pursuant to the German Rechtsberatungsgesetz
if, from its head office, in order to maintain or renew on behalf of third parties German intellectual
property rights whose holders are established in the Federal Republic of Germany, it monitors the due
dates of renewal fees, informs the third parties of those due dates and pays the fees on behalf of those
third parties in the Federal Republic of Germany, where it is not disputed that such activities may be
carried on without a permit under the law of a significant number of Member States?"

9 Reference is made to the Report for the Hearing for a fuller account of the legal context and the facts
in the main proceedings, the procedure before and the written observations submitted to the Court, which
are mentioned or discussed hereinafter only in so far as is necessary for the reasoning of the Court.

10 It is apparent from the order making the reference that the Oberlandesgericht takes it as settled that the
German courts have international jurisdiction and that, in the main proceedings, German law is applicable,
on the ground that Dennemeyer must be regarded as pursuing its activity in Germany, if only by paying
fees in the territory of that Member State. The national court states that the
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question referred to the Court is intended to ascertain whether Article 59 of the Treaty precludes judgment
being given against the defendant in the main proceedings on the basis of the applicable provisions of
national law.

11 The question referred to the Court must, accordingly, be understood as seeking to ascertain whether
Article 59 of the Treaty is opposed to national legislation which prohibits a company established in
another Member State from providing to the holders of patents in the national territory a monitoring and
renewal service in respect of those patents by paying the fees prescribed, on the ground that that activity
is, by virtue of that legislation, reserved exclusively to persons possessing a particular professional
qualification, such as that of patent agent.

12 It should first be pointed out that Article 59 of the Treaty requires not only the elimination of all
discrimination against a person providing services on the ground of his nationality but also the abolition of
any restriction, even if it applies without distinction to national providers of services and to those of other
Member States, when it is liable to prohibit or otherwise impede the activities of a provider of services
established in another Member State where he lawfully provides similar services.

13 In particular, a Member State may not make the provision of services in its territory subject to
compliance with all the conditions required for establishment and thereby deprive of all practical
effectiveness the provisions of the Treaty whose object is, precisely, to guarantee the freedom to provide
services. Such a restriction is all the less permissible where, as in the main proceedings, and unlike the
situation governed by the third paragraph of Article 60 of the Treaty, the service is supplied without its
being necessary for the person providing it to visit the territory of the Member State where it is provided.

14 It should next be stated that national legislation which makes the provision of certain services on the
national territory by an undertaking established in another Member State subject to the issue of an
administrative licence for which the possession of certain professional qualifications is required constitutes
a restriction on the freedom to provide services within the meaning of Article 59 of the Treaty. By
reserving the provision of services in respect of the monitoring of patents to certain economic operators
possessing certain professional qualifications, national legislation prevents an undertaking established
abroad from providing services to the holders of patents in the national territory and also prevents those
holders from freely choosing the manner in which their patents are to be monitored.

15 Having regard to the particular characteristics of certain provisions of services, specific requirements
imposed on the provider, which result from the application of rules governing those types of activities,
cannot be regarded as incompatible with the Treaty. However, as a fundamental principle of the Treaty,
the freedom to provide services may be limited only by rules which are justified by imperative reasons
relating to the public interest and which apply to all persons or undertakings pursuing an activity in the
State of destination, in so far as that interest is not protected by the rules to which the person providing
the services is subject in the Member State in which he is established. In particular, those requirements
must be objectively necessary in order to ensure compliance with professional rules and to guarantee the
protection of the recipient of services and they must not exceed what is necessary to attain those
objectives (see, most recently, the judgments in Cases C-154/89 Commission v France [1991] ECR I-659,
C-180/89 Commission v Italy [1991] ECR I-709 and C-198/89 Commission v Greece [1991] ECR I-727.

16 In that respect, it should first be pointed out that national legislation, such as that described by the
national court, is clearly intended to protect the recipients of the services in question against the harm
which they could suffer as a result of legal advice given to them by persons who did not possess the
necessary professional or personal qualifications.
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17 It should next be stated that the public interest in the protection of the recipients of the services in
question against such harm justifies a restriction of the freedom to provide services. However, such a
provision goes beyond what is necessary to protect that interest if it makes the pursuit, by way of
business, of an activity such as that at issue, subject to the possession by the persons providing the service
of a professional qualification which is quite specific and disproportionate to the needs of the recipients.

18 As the Advocate General has pointed out in paragraph 33 of his Opinion, the person providing a
service such as that referred to in the present case does not advise his clients, who are themselves often
patent agents or undertakings which employ qualified patent experts. He confines himself to alerting them
when renewal fees have to be paid in order to prevent a patent from lapsing, to requesting them to state
whether they wish to renew the patent and to paying the corresponding fees on their behalf if they so
desire. Those tasks, which are carried out without its being necessary for the provider of the service to
travel, are essentially of a straightforward nature and do not call for specific professional aptitudes, as is
indicated by the high level of computerization which, in the present case, appears to have been attained by
the defendant in the main proceedings.

19 It should be added that, as the Commission has rightly pointed out, the risk for the holder of a patent
of the failure by a company entrusted with monitoring German patents to fulfil its obligations is very
limited. Two months after the date for renewal, the German patent office sends an official reminder to the
holder of a patent pointing out that, failing payment of the fee, increased by a surcharge of 10%, his
patent will expire four months after the sending of the reminder (Paragraph 17(3) of the Patentgesetz).

20 It must therefore be stated that neither the nature of a service such as that at issue nor the
consequences of a default on the part of the person providing the service justifies reserving the provision
of that service to persons possessing a specific professional qualification, such as lawyers or patent agents.
Such a restriction must be regarded as disproportionate to the objective pursued.

21 The reply must therefore be that Article 59 of the EEC Treaty precludes provisions of a Member State
which prohibit a company established in another Member State from providing patent-owners in the
territory of the first State with a service for monitoring those patents and renewing them by payment of
the requisite fees, on the ground that, by virtue of those provisions, such activities are reserved to persons
holding a special professional qualification, such as a qualification as patent agent.

Costs

22 The costs incurred by the German Government, the Government of the United Kingdom and the
Commission of the European Communities, which submitted observations to the Court, are not recoverable.
Since these proceedings are, for the parties to the main proceedings, in the nature of a step in the action
pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in reply to the question referred to it by the Oberlandesgericht Muenchen, by order of 25 January 1990,
hereby rules:

Article 59 of the EEC Treaty precludes provisions of a Member State which prohibit a company
established in another Member State from providing patent-owners in the territory of the first State with a
service for monitoring those patents and renewing them by payment of the requisite fees, on the ground
that, by virtue of those provisions, such activities are reserved to persons
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holding a special professional qualification, such as a qualification as patent agent.
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Judgment of the Court
of 9 July 1997

Generics BV v Smith Kline & French Laboratories Ltd.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Articles 30 and 36 of the EC Treaty - Patent - Registration of medicinal products - Infringement.
Case C-316/95.

1 Free movement of goods - Quantitative restrictions - Measures having equivalent effect - Use by a third
party, with a view to obtaining a marketing authorization, of samples of a medicinal product manufactured
in accordance with a patented process - Opposition on the part of the patentee - Circumstances amounting
to a measure having equivalent effect - Justification - Protection of industrial and commercial property

(EC Treaty, Arts 30 and 36)

2 Free movement of goods - Quantitative restrictions - Measures having equivalent effect - Use by a third
party, with a view to obtaining a marketing authorization, of samples of a medicinal product manufactured
in accordance with a patented process - Obtention of authorization - Court order prohibiting marketing of
the product for a specified period following expiry of the patent - Circumstances amounting to a measure
having equivalent effect - Justification - Protection of industrial and commercial property - Period of
prohibition exceeding that provided for in Directives 65/65 and 75/319 - Compatible with Community law

(EC Treaty, Arts 30 and 36; Council Directives 65/65, Art. 7, and 75/319, Art. 4(c))

3 Application of a rule of national law which gives the proprietor of a patent in respect of a
manufacturing process for a medicinal product the right to oppose the submission by another person,
before the expiry of the patent in question, of samples of medicinal products manufactured in accordance
with that process to the authority competent for issuing marketing authorizations constitutes a measure
having equivalent effect to a quantitative restriction within the meaning of Article 30 of the Treaty. In the
absence of such a provision, it cannot be ruled out that marketing authorization, the issuing of which
involves a certain delay, might already be obtained while the patent was still valid or that a medicinal
product manufactured in accordance with the same procedure and legally in circulation in another Member
State could consequently be imported immediately after the expiry of the patent.

Application of such a rule is none the less justified under Article 36 of the Treaty on grounds relating to
the protection of industrial and commercial property. The right which it confers on a patentee relates to
the specific subject-matter of the patent - which includes, in particular, allowing the holder a monopoly of
first exploitation of his product - and to preclude application of a national rule providing for that right
would in fact be to allow an encroachment on that monopoly.

4 When a person other than the patentee has infringed the patent laws of a Member State by submitting,
before the expiry of the patent in question, samples of a medicinal product manufactured in accordance
with a patented process to the authority competent for issuing marketing authorizations and has thus
obtained the authorization sought, an order of a national court prohibiting the infringer from marketing
such a product for a specified period following the expiry of the patent in order to prevent him from
deriving any unfair profit from his infringement constitutes, in so far as it prohibits the marketing in one
Member State of a product lawfully sold in another Member State, a measure having equivalent effect
within the meaning of Article 30 of the Treaty.

However, since the patentee, if the infringer had respected his rights, could have continued to market his
product without competition throughout the period required to obtain the marketing authorization, a
temporary prohibition placed by court order on the infringer, in so far as it seeks to place the proprietor of
the patent in the position in which he would, in principle, have been had his rights
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been respected, cannot in itself be held to be a disproportionate form of reparation and is thus capable of
being justified under Article 36 of the Treaty on grounds relating to the protection of industrial and
commercial property.

Community law, and in particular Article 36 of the Treaty, does not preclude such a court order from
being imposed for 14 months after the expiry of the patent, when that period, although exceeding the
maximum period authorized by Article 7 of Directive 65/65 read in conjunction with Article 4(c) of
Directive 75/319, both relating to proprietary medicinal products, corresponds to the actual average
duration of such a procedure in the Member State concerned. The effect of such a period of prohibition
is to place the proprietor of the patent in the position in which he would in principle have been if his
rights had been respected. In addition, the circumstance that the 14-month period exceeds the period
provided for in the directives cannot be relied on by an infringer as against the proprietor of the patent
without accepting the risk of favouring the infringer over the victim of the infringement.

In Case C-316/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the Hoge Raad der Nederlanden for a
preliminary ruling in the proceedings pending before that court between

Generics BV

and

Smith Kline & French Laboratories Ltd

on the interpretation of Articles 30 and 36 of the EC Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, J.C. Moitinho de Almeida, J.L. Murray and L. Sevon
(Presidents of Chambers), P.J.G. Kapteyn, C. Gulmann (Rapporteur), D.A.O. Edward, G. Hirsch, P. Jann,
H. Ragnemalm and M. Wathelet, Judges,

Advocate General: F.G. Jacobs,

Registrar: D. Louterman-Hubeau, Principal Administrator,

after considering the written observations submitted on behalf of:

- Generics BV, by G. van der Wal, of the Hague Bar,

- Smith Kline & French Laboratories Ltd, by C.J.J.C. van Nispen and D.B. Schutjens, of the Hague Bar,
and E.H. Pijnacker Hordijk, of the Amsterdam Bar,

- the German Government, by A. Dittrich, Regierungsdirektor in the Federal Ministry of Justice, and B.
Kloke, Oberregierungsrat in the Federal Ministry of the Economy, acting as Agents,

- the Greek Government, by K. Grigoriou, Legal Agent to the State Legal Council, and L. Pneumatikou,
Specialist Adviser in the Special Community Legal Affairs Department of the Ministry of Foreign Affairs,
acting as Agents,

- the United Kingdom Government, by L. Nicoll, of the Treasury Solicitor's Department, acting as Agent,
and

- the Commission of the European Communities, by H. van Lier, Principal Legal Adviser, and B.J.
Drijber, of its Legal Service, acting as Agents,

having regard to the Report for the Hearing,
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after hearing the oral observations of Generics BV, represented by G. van der Wal; of Smith Kline &
French Laboratories Ltd, represented by C.J.J.C. van Nispen and E.H. Pijnacker Hordijk; of the Greek
Government, represented by K. Grigoriou and V. Kontolaimos, Deputy Legal Adviser to the State Legal
Council, acting as Agent; of the United Kingdom Government, represented by L. Nicoll and M. Silverleaf
QC; and of the Commission, represented by B.J. Drijber, at the hearing on 7 January 1997,

after hearing the Opinion of the Advocate General at the sitting on 27 February 1997,

gives the following

Judgment

Costs

35 The costs incurred by the German, Greek and United Kingdom Governments and the Commission of
the European Communities, which have submitted observations to the Court, are not recoverable. Since
these proceedings are, for the parties to the main proceedings, a step in the proceedings pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge Raad der Nederlanden, by judgment of 29 September
1995, hereby rules:

1. Application of a rule of national law which gives the proprietor of a patent in respect of a
manufacturing process for a medicinal product the right to oppose the submission by another person of
samples of medicinal products manufactured in accordance with that process to the authority competent for
issuing marketing authorizations constitutes a measure having equivalent effect to a quantitative restriction
within the meaning of Article 30 of the EC Treaty.

2. Application of a rule of national law which gives the proprietor of a patent in respect of a
manufacturing process for a medicinal product the right to oppose the submission by another person of
samples of medicinal products, manufactured in accordance with that process by a person other than the
patentee, to the authority competent for issuing marketing authorizations, is justified under Article 36 of
the EC Treaty.

3. When a person other than the patentee has infringed the patent laws of a Member State by submitting
samples of a medicinal product manufactured in accordance with a patented process to the authority
competent for issuing marketing authorizations and has thus obtained the authorization sought, an order of
a national court prohibiting the infringer from marketing such a product for a specified period following
the expiry of the patent in order to prevent him from deriving any unfair profit from his infringement
constitutes a measure having equivalent effect within the meaning of Article 30 of the EC Treaty capable
of being justified under Article 36 of that Treaty.

4. Where the submission of samples of a medicinal product to the competent authority with a view to
obtaining a marketing authorization has given rise to a patent infringement, Community law, and in
particular Article 36 of the Treaty, does not preclude a national court from prohibiting the infringer from
marketing that product for 14 months after the expiry of the patent in question, when that period, although
exceeding the maximum period authorized by Article 7 of Council Directive 65/65/EEC of 26 January
1965 on the approximation of provisions laid down by law, regulation or administrative action relating to
proprietary medicinal products, read in conjunction with Article 4(c) of Council Directive 75/319/EEC of
20 May 1975 on the approximation of provisions laid down by law, regulation or administrative action
relating to proprietary medicinal products, for the
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procedure for granting a marketing authorization, corresponds to the actual average duration of such a
procedure in the Member State concerned.

1 By judgment of 29 September 1995, received at the Court on 5 October 1995, the Hoge Raad der
Nederlanden (Supreme Court of the Netherlands) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty four questions on the interpretation of Articles 30 and 36 of the EC Treaty.

2 Those questions were raised in proceedings between Generics BV (`Generics') and Smith Kline &
French Laboratories Ltd (`SKF') concerning infringement of a pharmaceutical patent right.

3 On 19 June 1991, following an application submitted on 4 September 1973, SKF was granted a
Netherlands patent in respect of a manufacturing process for a pharmaceutical preparation having the
generic name `cimetidine', which it marketed in the Netherlands under the brand name `Tagamet'. That
patent expired on 4 September 1993.

4 On 22 October 1987 and 10 October 1989, Genfarma BV (`Genfarma') filed three applications with the
College ter Beoordeling van Geneesmiddelen (assessment board for medicinal products, `the CBG') to
register 200-mg, 400-mg, and 800-mg cimetidine tablets. Samples of those preparations were submitted to
the CBG with the applications. Genfarma was granted registration on 18 January 1990 in respect of the
first two applications and on 17 December 1992 in respect of the third.

5 Genfarma subsequently transferred those registrations to Generics and, on 21 June 1993, they were
entered under Generics' name in the register of pharmaceutical preparations.

6 On 6 August 1993, SKF applied to the President of the Arrondissementsrechtbank (District Court), The
Hague, for an injunction restraining Generics, until 5 November 1994, from offering or supplying
cimetidine on the Netherlands market or transferring to third parties the registrations relating to that
product.

7 SKF considered that the submission of the samples of cimetidine preparation to the CBG constituted an
infringement of its patent as protected by the Rijksoctrooiwet 1910 (Netherlands Law on Patents, `the
ROW'), as it then applied. In particular, SKF referred to the judgment delivered by the Hoge Raad on 18
December 1992 in Medicopharma v ICI, in which it was held that submission to the CBG of samples of a
medicinal product manufactured in accordance with a patented process, by a person other than the
patentee, with a view to placing the product on the market after the expiry of the patent, was not covered
by the exemption in Article 30(3) of the ROW. That paragraph provides: `The exclusive right does not
extend to acts undertaken solely for the purposes of an examination of the patented object, which must be
taken to include a product directly obtained by means of the application of the patented process.'

8 Taking the view, therefore, that Generics could not have applied for the registrations until after the
expiry of the patent on 4 September 1993 and that, given the average actual duration of the registration
procedure in the Netherlands, it would not have obtained them for another 14 months, SKF asked for the
injunction against Generics to extend until 5 November 1994.

9 That injunction was granted, although the conditions imposed on Generics were limited to a prohibition
on offering or supplying cimetidine before 5 November 1994 on the basis of registrations obtained under
applications filed before 4 September 1993 and a prohibition on transferring such registrations before 5
November 1994. That decision was upheld by the Gerechtshof (Regional Court of Appeal), The Hague, in
a judgment which Generics has sought to have quashed and referred back for the matter to be
reconsidered.

10 It appears from the order for reference that one of the main grounds on which Generics challenges the
Gerechtshof's judgment is in relation to the finding that neither the prohibition on providing
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the CBG with samples of medicinal products covered by a patent to the CBG during the validity of the
patent nor a moratorium imposed with a view to preventing Generics from profiting unfairly from a
wrongful act committed against SKF constitutes a barrier to intra-Community trade incompatible with
Articles 30 and 36 of the Treaty.

11 Generics further maintains that the moratorium imposed on it is in any event incompatible with Council
Directive 65/65/EEC of 26 January 1965 (OJ, English Special Edition 1965, p. 20) and Council Directive
75/319/EEC of 20 May 1975 (OJ 1975 L 147, p. 13), both on the approximation of provisions laid down
by law, regulation or administrative action relating to proprietary medicinal products. That moratorium was,
it asserts, fixed on the basis of the average duration of the registration procedure in the Netherlands, and
not of the maximum duration authorized by those directives.

12 Article 7 of Directive 65/65 requires national authorities to reach a decision within 120 days of the
application and provides that that period may be extended by 90 days in exceptional cases. Article 4(c) of
Directive 75/319 provides that where the competent authorities avail themselves of the option of requiring
the applicant to supplement certain particulars accompanying the application, the time-limits laid down in
Article 7 of Directive 65/65 are to be suspended until such time as the supplementary information required
has been provided. Likewise, those time-limits are to be suspended for the time allowed to the applicant,
where appropriate, for giving oral or written explanation.

13 The Hoge Raad decided to stay the proceedings and refer the following questions to the Court:

`(1) Is a rule of national law which confers on the proprietor of a patent in respect of certain medicinal
products the right to oppose, during the currency of that patent, the submission by another person of
samples of the patented medicinal products (or of medicinal products produced in accordance with the
patented process) to the authority responsible for the registration of medicinal products, to be regarded as a
measure having equivalent effect to a quantitative restriction on imports within the meaning of Article 30
of the EC Treaty?

(2) If so, is that measure covered by the exception laid down in Article 36 of the EC Treaty in respect of
restrictions which are justified on the ground of the protection of industrial property?

(3) Where, during the currency of a patent, an infringement of that patent is committed under national law
and there is a danger that the person committing that infringement or a third person may still profit
from the infringement following the expiry of the patent, or that the proprietor of the patent may still
suffer some disadvantage as a result of the infringement following the expiry of the patent, does a
judicial prohibition imposed in order to prevent that potential harm which restrains, for a specified
period after the expiry of the patent, the placing on the market of products which were protected by the
patent during its currency, constitute a measure which is prohibited by Article 30 of the EC Treaty and
which is not covered by the exception contained in Article 36 of the EC Treaty?

(4) Where the infringement referred to in (3) above consists in the submission of samples with a view to
the registration of a medicinal product, as referred to in (1) above, and in consequence thereof a
judicial prohibition of the kind referred to in (3) above is imposed for a period which exceeds the
maximum period prescribed by Directives 65/65/EEC and 75/319/EEC for the registration of medicinal
products, does the fact that the duration of the prohibition exceeds that maximum render the prohibition
incompatible to that extent with Community law and, if so, does that mean that the person on whom
the prohibition is imposed can invoke that incompatibility, by virtue of Community law, as against the
former proprietor of the patent?'

The first question
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14 By its first question, the national court seeks, in substance, to ascertain whether application of a rule of
national law giving the proprietor of a patent in respect of a manufacturing process for a medicinal
product the right to oppose the submission by another person of samples of medicinal products
manufactured in accordance with that process to the authority competent for issuing authorizations to place
medicinal products on the market (`marketing authorizations') constitutes a measure having equivalent
effect to a quantitative restriction within the meaning of Article 30 of the EC Treaty.

15 It has consistently been held that any measure capable of hindering, directly or indirectly, actually or
potentially, intra-Community trade constitutes a measure having an effect equivalent to a quantitative
restriction (Case 8/74 Procureur du Roi v Dassonville [1974] ECR 837, paragraph 5, and Case C-412/93
Leclerc-Siplec v TF1 Publicité and M6 Publicité [1995] ECR I-179, paragraph 18).

16 In so far as it prohibits competitors from submitting samples of a medicinal product manufactured by a
patented process for the purpose of an application for marketing authorization before the expiry of the
relevant patent, a provision such as that in issue in the main proceedings has the effect, inter alia, of
preventing any competitor from obtaining such authorization for that type of product before the end of the
period of waiting that follows the filing of an application for that purpose after the expiry of the patent.
Thus, it will not in any event be possible for a medicinal product, manufactured by the same process and
lawfully in circulation in Member State A while the relevant patent is still in force in Member State B, to
be marketed in Member State B as soon as that patent expires. Were it not for the provision in issue,
samples of such a product could lawfully be submitted for the purpose of an application for a marketing
authorization before the expiry of the patent, so that there would be no obstacle to the issuing of such
authorization while the patent was still valid or, consequently, to the importation of the generic medicinal
product from Member State A to Member State B immediately after the expiry of the patent.

17 The answer must therefore be that application of a rule of national law which gives the proprietor of a
patent in respect of a manufacturing process for a medicinal product the right to oppose the submission by
another person of samples of medicinal products manufactured in accordance with that process to the
authority competent for issuing marketing authorizations constitutes a measure having equivalent effect to a
quantitative restriction within the meaning of Article 30 of the Treaty.

The second question

18 The second question is, in substance, whether application of a rule of national law which gives the
proprietor of a patent in respect of a manufacturing process for a medicinal product the right to oppose the
submission by another person of samples of medicinal products, manufactured in accordance with that
process by a person other than the patentee, to the authority competent for issuing marketing
authorizations, is justified under Article 36 of the Treaty.

19 The Court has held that, in providing an exception, on grounds of the protection of industrial and
commercial property, to one of the fundamental principles of the common market, Article 36 of the Treaty
admits such derogation only in so far as it is justified for the purpose of safeguarding rights constituting
the specific subject-matter of that property, and that, as regards patents, includes, in particular, allowing
the holder a monopoly of first exploitation of his product (see, to that effect, Case 187/80 Merck v
Stephar and Exler [1981] ECR 2063, paragraph 10).

20 In the present case, the right of the proprietor of a patent in respect of a manufacturing process for a
medicinal product to oppose the use by another person of samples of medicinal products manufactured in
accordance with that process for the purpose of obtaining a marketing authorization falls within the
specific subject-matter of the patent right in so far as such samples have been used without the direct or
indirect consent of the patentee. In that connection, moreover, it may be noted
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that both Article 25 of the Community Patent Convention (OJ 1989 L 401, p. 10) and Article 28 of the
Agreement on Trade-Related Aspects of Intellectual Property Rights (`TRIPS', OJ 1994 L 336, p. 214)
confer the right to prevent third parties not having the consent of the proprietor of the patent from, inter
alia, using the product obtained directly by the process which is the subject-matter of the patent. In the
present case, to preclude application of a national rule providing for the right indicated above would in
fact allow an encroachment on the monopoly of first exploitation of the product as referred to in the
preceding paragraph.

21 Furthermore, measures having an effect equivalent to quantitative restrictions justified on grounds
relating to the protection of industrial and commercial property are permitted by Article 36 on the express
condition that they do not constitute either a means of arbitrary discrimination or a disguised restriction on
trade between Member States (see, inter alia, Case C-191/90 Generics and Harris Pharmaceuticals v Smith
Kline and French [1992] ECR I-5335, paragraph 21).

22 There is, however, nothing in the documents before the Court to suggest that the ROW is
discriminatory in nature or that it seeks to favour domestic products over those from other Member States.

23 The answer must therefore be that application of a rule of national law which gives the proprietor of a
patent in respect of a manufacturing process for a medicinal product the right to oppose the submission by
another person of samples of medicinal products, manufactured in accordance with that process by a
person other than the patentee, to the authority competent for issuing marketing authorizations, is justified
under Article 36 of the Treaty.

The third question

24 In substance, the national court's third question is whether, when a person other than the patentee has
infringed the patent laws of a Member State by submitting samples of a medicinal product manufactured
in accordance with a patented process to the authority competent for issuing marketing authorizations and
has thus obtained the authorization sought, an order of a national court prohibiting the infringer from
marketing such a product for a specified period following expiry of the patent in order to prevent him
from deriving any unfair profit from his infringement constitutes a measure having equivalent effect within
the meaning of Article 30 of the Treaty capable of being justified under Article 36.

25 Such a measure, inasmuch as it prohibits the marketing in one Member State of a product lawfully sold
in another Member State, constitutes a measure having equivalent effect within the meaning of Article 30
of the Treaty.

26 As regards the application of Article 36, Generics submits that, as a way of providing reparation, a
prohibition on the sale of products after expiry of the patent is contrary to the principle of proportionality,
given the alternative remedies of damages or cancellation of the marketing authorizations.

27 As to that, if Generics had respected SKF's patent right, it could not have submitted the cimetidine
samples until that patent had expired. SKF would thus have been able to continue to market its product
without competition from the generic product marketed by Generics throughout the period required to
obtain the marketing authorization.

28 The moratorium imposed by the court on the infringer of the patent right, in so far as it seeks to place
the proprietor of the patent in the position in which it would, in principle, have been had its rights been
respected, cannot in itself be held to be a disproportionate form of reparation.

29 The answer must therefore be that, when a person other than the patentee has infringed the patent laws
of a Member State by submitting samples of a medicinal product manufactured in accordance with a
patented process to the authority competent for issuing marketing authorizations and has thus obtained the
authorization sought, an order of a national court prohibiting the infringer from
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marketing such a product for a specified period following the expiry of the patent in order to prevent him
from deriving any unfair profit from his infringement constitutes a measure having equivalent effect within
the meaning of Article 30 of the Treaty capable of being justified under Article 36 of the Treaty.

The fourth question

30 In substance, the national court's fourth question is whether, where the submission of samples of a
medicinal product to the competent authority with a view to obtaining a marketing authorization has given
rise to a patent infringement, Community law, and in particular Article 36 of the Treaty, precludes a
national court from prohibiting the infringer from marketing that product for 14 months after the expiry of
the patent in question, when that period, although exceeding the maximum period authorized by Article 7
of Directive 65/65 read in conjunction with Article 4(c) of Directive 75/319 for the procedure for granting
a marketing authorization, corresponds to the actual average duration of such a procedure in the Member
State concerned.

31 Since the duration of the prohibition imposed by the national court corresponds, as stated in the order
for reference, to the actual average duration of the registration procedure in the Member State concerned,
its effect is, as has already been made clear in paragraph 28 above, to place the proprietor of the patent in
the position in which it would in principle have been if its rights had been respected.

32 It is not disputed that, in the present case, the 14-month period exceeds the maximum period
authorized by the abovementioned directives. That circumstance cannot, however, be relied on by an
infringer as against the proprietor of the patent in order to obtain a shorter prohibition period. The
contrary view would amount, in the present circumstances, to accepting the risk of favouring the infringer
over the victim of the infringement.

33 A solution such as that adopted by the national court does not, therefore, appear to give rise, in
circumstances such as those of the present case, to any disproportionate consequences for the infringer of
the patent right.

34 The answer must therefore be that, where the submission of samples of a medicinal product to the
competent authority with a view to obtaining a marketing authorization has given rise to a patent
infringement, Community law, and in particular Article 36 of the Treaty, does not preclude a national
court from prohibiting the infringer from marketing that product for 14 months after the expiry of the
patent in question, when that period, although exceeding the maximum period authorized by Article 7 of
Directive 65/65 read in conjunction with Article 4(c) of Directive 75/319 for the procedure for granting a
marketing authorization, corresponds to the actual average duration of such a procedure in the Member
State concerned.
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Judgment of the Court (Second Chamber)
of 4 May 2006

Massachusetts Institute of Technology. Reference for a preliminary ruling: Bundesgerichtshof -
Germany. Patent law - Medicinal products - Regulation (EEC) No 1768/92 - Supplementary protection

certificate for medicinal products - Concept of "combination of active ingredients'. Case C-431/04.

In Case C-431/04,

REFERENCE for a preliminary ruling under Article 234 EC from the Bundesgerichtshof (Germany), made by
decision of 29 June 2004, received at the Court on 7 October 2004, in the proceedings brought by

Massachusetts Institute of Technology,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans, President of the Chamber, R. Schintgen, R. Silva de Lapuerta, G. Arestis
(Rapporteur) and J. Kluka, Judges,

Advocate General: P. Léger,

Registrar: K. Sztranc, Administrator,

having regard to the written procedure and further to the hearing on 6 October 2005,

after considering the observations submitted on behalf of:

- the Massachusetts Institute of Technology, by T. Bausch, Patentanwalt,

- the French Government, by R. Loosli-Surrans, acting as Agent,

- the Lithuanian Government, by D. Kriauinas, acting as Agent,

- the Netherlands Government, by H.G. Sevenster and C. ten Dam, acting as Agents,

- the Polish Government, by T. Nowakowski, acting as Agent,

- the Finnish Government, by A. Guimaraes-Purokoski, acting as Agent,

- the United Kingdom Government, by D. Beard, barrister,

- the Commission of the European Communities, by G. Braun and W. Wils, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on 24 November 2005,

gives the following

Judgment

On those grounds, the Court (Second Chamber) hereby rules:

Article 1(b) of Council Regulation No 1768/92

of 18 June 1992 concerning the creation of a supplementary protection certificate for medicinal products, in
the version resulting from the Act concerning the conditions of accession of the Republic of Austria, the
Republic of Finland and the Kingdom of Sweden and the adjustments to the Treaties on which the European
Union is founded, must be interpreted so as not to include in the concept of combination of active ingredients
of a medicinal product' a combination of two substances, only one of which has therapeutic effects of its own
for a specific indication, the other rendering possible a pharmaceutical form of the medicinal product which is
necessary for the therapeutic efficacy of the first substance for that indication.
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1. This reference for a preliminary ruling concerns the interpretation of Article 1(b) of Council Regulation
(EEC) No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for
medicinal products (OJ 1992 L 182, p. 1), in the version resulting from the Act concerning the conditions of
accession of the Republic of Austria, the Republic of Finland and the Kingdom of Sweden and the
adjustments to the Treaties on which the European Union is founded (OJ 1994 C 241, p. 21, and OJ 1995 L
1, p. 1; Regulation No 1768/92').

2. The reference was submitted in the context of an appeal brought by the Massachusetts Institute of
Technology (the MIT') against the rejection by the Bundespatentgericht (Federal Patent Court) of a complaint
brought by the MIT against the decision of the Deutsches Patent- und Markenamt (German Patent and Trade
Mark Office) rejecting the application for a supplementary protection certificate (the SPC') which the MIT had
filed for the medicinal product Gliadel 7.7 mg Implant (Gliadel').

Legal context

Community legislation

3. Article 1 of Regulation No 1768/92 provides:

For the purposes of this regulation:

(a) medicinal product means any substance or combination of substances presented for treating or preventing
disease in human beings or animals and any substance or combination of substances which may be
administered to human beings or animals with a view to making a medical diagnosis or to restoring,
correcting or modifying physiological functions in humans or in animals;

(b) product means the active ingredient or combination of active ingredients of a medicinal product;

(c) basic patent means a patent which protects a product as defined in (b) as such, a process to obtain a
product or an application of a product, and which is designated by its holder for the purpose of the
procedure for grant of a certificate;

(d) certificate means the supplementary protection certificate.'

4. Article 3 of Regulation No 1768/92

, which sets out the conditions for obtaining an SPC, provides:

A certificate shall be granted if, in the Member State in which the application referred to in Article 7 is
submitted and at the date of that application:

(a) the product is protected by a basic patent in force;

(b) a valid authorisation to place the product on the market as a medicinal product has been granted in
accordance with Directive 65/65/EE

C or Directive 81/851/EE

C, as appropriate...;

(c) the product has not already been the subject of a certificate;

(d) the authorisation referred to in (b) is the first authorisation to place the product on the market as a
medicinal product.'

National law

5. Paragraph 16a of the Law on Patents (Patentgesetz) of 5 May 1936 (BGBl. 1936, p. 117), in the version
applicable to the dispute in the main proceedings, is worded as follows:
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(1) Pursuant to regulations of the European Economic Community on the creation of supplementary protection
certificates, which shall be notified in the Bundesgesetzblatt , supplementary protection directly linked to
the term of the patent under Paragraph 16(1) may be requested in respect of the patent. Annual fees shall
be paid for supplementary protection.

(2) Unless Community law provides otherwise, the provisions of the Law on Patents relating to the applicant's
entitlement (Paragraphs 6 to 8), the effect of the patent and derogations (Paragraphs 9 to 12), rules of use,
compulsory licence and withdrawal (Paragraphs 13 to 24), the scope of protection (Paragraph 14), licences
and their registration (Paragraphs 15 and 30), fees (Paragraph 17(2)), lapse of the patent (Paragraph 20),
nullity (Paragraph 22), preparedness to grant licences (Paragraph 23), national representative (Paragraph 25),
the Patentgericht (Patent Court) and proceedings before that court (Paragraphs 65 to 99), proceedings before
the Bundesgerichtshof (Federal Court of Justice) (Paragraphs 100 to 122), reinstatement of the patent
(Paragraph 123), the duty to be truthful (Paragraph 124), the electronic document (Paragraph 125a), the
official language, service of documents and legal aid (Paragraphs 126 to 128), infringements of the patent
(Paragraphs 139 to 141 and 142a), joining of actions and the rights and powers attached to the patent
(Paragraphs 145 and 146), shall apply by analogy to supplementary protection.

(3) Licences and declarations under Paragraph 23 of the Law on Patents, which are effective in respect of a
patent, shall also apply to supplementary protection.'

The main proceedings and the questions referred for a preliminary ruling

6. The MIT is the holder of a European patent, for which it filed an application on 29 July 1987. That patent
covers, inter alia, the alliance of two elements, polifeprosan, a polymeric, biodegradable excipient, and
carmustine, an active ingredient already used in intravenous chemotherapy with inert excipients and drug
additives for the treatment of brain tumours.

7. Gliadel comes in the form of a device which is implanted into the cranium for the treatment of recurrent
brain tumours. The mechanism of its action consists in the carmustine, a highly cytotoxic active ingredient,
being released slowly and gradually by the polifeprosan, which acts as a bioerodible matrix.

8. A marketing authorisation for Gliadel was granted in Germany by a decision of 3 August 1999.

9. Relying on that authorisation, the MIT asked the Deutsches Patent- und Markenamt to grant it an SPC for
Gliadel. It requested in its main application that an SPC be granted for carmustine in combination with
polifeprosan. Its alternative application sought an SPC for carmustine only.

10. The Deutsches Patent- und Markenamt rejected that application for an SPC by a decision of 16 October
2001, on the ground that polifeprosan could not be considered to be an active ingredient within the meaning
of Article 1(b) and Article 3 of Regulation No 1768/92

. It also held that no SPC could be granted for carmustine on its own on account of the fact that that active
ingredient was already covered by a marketing authorisation, and had been for a long time.

11. The MIT lodged a complaint against the decision of the Deutsches Patent- und Markenamt before the
Bundespatentgericht. That court rejected the complaint by a decision of 25 November 2002.

12. The MIT then lodged an appeal on a point of law (Revision') before the Bundesgerichtshof (Federal Court
of Justice) against the decision of the Bundespatentgericht. In support of its appeal, it claims that polifeprosan
is an essential component of Gliadel since it enables carmustine to be administered in a therapeutically
relevant way for the treatment of malignant brain tumours, thereby contributing to the efficacy of the
medicinal product. It is consequently not a mere excipient or an ancillary component.
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13. In those circumstances, the Bundesgerichtshof decided to stay the proceedings and to refer the following
questions to the Court for a preliminary ruling:

1. Does the concept of combination of active ingredients of a medicinal product within the meaning of Article
1(b) of Regulation [No 1768/92] mean that the components of the combination must all be active ingredients
with a therapeutic effect?

2. Is there a combination of active ingredients of a medicinal product also where a combination of substances
comprises two components of which one component is a known substance with a therapeutic effect for a
specific indication and the other component renders possible a pharmaceutical form of the medicinal product
that brings about a changed efficacy of the medicinal product for this indication (in vivo implantation with
controlled release of the active ingredient to avoid toxic effects)?'

On the questions referred for a preliminary ruling

14. With these two questions, which should be examined together, the referring court is essentially asking
whether Article 1(b) of Regulation No 1768/92

must be interpreted so as to include in the concept of combination of active ingredients of a medicinal
product', inter alia, a combination of two substances, only one of which has therapeutic effects of its own for
a specific indication, the other rendering possible a pharmaceutical form of the medicinal product which is
necessary for the therapeutic efficacy of the first substance for that indication.

15. As set out in Article 1(b) of Regulation No 1768/92

, product' means the active ingredient or combination of active ingredients of a medicinal product.

16. However, Regulation No 1768/92

does not define the concept of active ingredient'.

17. In the absence of any definition of the concept of active ingredient' in Regulation No 1768/92

, the meaning and scope of those terms must be determined by considering the general context in which they
are used and their usual meaning in everyday language (see, inter alia, Case 349/85 Denmark v Commission
[1988] ECR 169, paragraph 9, and Case C-164/98

P DIR International Film and Others v Commission [2000] ECR I447, paragraph 26).

18. In this case, it is important to note that it is common ground, as the file in this case shows, that the
expression active ingredient' is generally accepted in pharmacology not to include substances forming part of a
medicinal product which do not have an effect of their own on the human or animal body.

19. In that regard, attention must be drawn to the fact that in point 11 of the Explanatory Memorandum to the
Proposal for a Council Regulation (EEC), of 11 April 1990, concerning the creation of a supplementary
protection certificate for medicinal products (COM(90) 101 final), to which the French Government referred in
its oral observations, it is specified that [t]he proposal for a Regulation therefore concerns only new medicinal
products. It does not involve granting a [SPC] for all medicinal products that are authorised to be placed on
the market. Only one [SPC] may be granted for any one product, a product being understood to mean an
active substance in the strict sense. Minor changes to the medicinal product such as a new dose, the use of a
different salt or ester or a different pharmaceutical form will not lead to the issue of a new [SPC].'

20. Therefore, the definition of product' in Article 1(b) of Regulation No 1768/92 does not in any way
conflict with that referred to by the Commission in point 11 of that explanatory memorandum.
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21. In fact, it is apparent from that memorandum that the pharmaceutical form of the medicinal product, to
which an excipient may contribute, as noted by the Advocate General in point 11 of his Opinion and the
French Government at the hearing, does not form part of the definition of product', which is understood to
mean an active substance' or active ingredient' in the strict sense.

22. In addition, reference can be made to Regulation (EC) No 1610/96

of the European Parliament and of the Council of 23 July 1996 concerning the creation of a supplementary
protection certificate for plant protection products (OJ 1996 L 198, p. 30), recital 4 in the preamble to which
states that innovation in the plant protection sector requires a level of protection which is equivalent to that
granted to medicinal products by Regulation No 1768/92

. Under Article 1(8) of Regulation No 1610/96

, product' is defined as the active substance or combination of active substances of a plant protection product.
An active substance, under Article 1(3), is defined as a substance having general or specific action against
harmful organisms or on plants.

23. In this connection, in point 68 of the Explanatory Memorandum to the Proposal for a European Parliament
and Council Regulation (EC), of 9 December 1994, concerning the creation of a supplementary protection
certificate for plant protection products (COM(94) 579 final), it is stated that:

- it would not be acceptable, in view of the balance required between the interests concerned, for the total
duration of protection granted by the SPC and the patent for one and the same product to be exceeded;

- that might be the case if one and the same product were able to be the subject of several successive SPCs;

- that calls for a strict definition of the product;

- if an SPC has already been granted for the active substance itself, a new SPC may not be granted for that
substance, whatever changes may have been made regarding other features of the plant protection product (use
of a different salt, different excipients, different presentation, etc.);

- in conclusion, it should be noted that, although one and the same substance may be the subject of several
patents and several marketing authorisations in one and the same Member State, the SPC will be granted for
that substance only on the basis of a single patent and a single authorisation, namely the first granted in the
Member State concerned.

24. Thus, the first sentence of Article 3(2) of Regulation No 1610/96

itself provides that the holder of more than one patent for the same product is not to be granted more than
one SPC for that product. As set out in recital 17 in the preamble to that regulation, the detailed rules in
Article 3(2) thereof, in particular, are also valid, mutatis mutandis, for the interpretation of Article 3 of
Regulation No 1768/92

.

25. In the light of the foregoing, the inevitable conclusion is that a substance which does not have any
therapeutic effect of its own and which is used to obtain a certain pharmaceutical form of the medicinal
product is not covered by the concept of active ingredient', which in turn is used to define the term product'.

26. Therefore, the alliance of such a substance with a substance which does have therapeutic effects of its
own cannot give rise to a combination of active ingredients' within the meaning of Article 1(b) of Regulation
No 1768/92
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.

27. The fact that the substance without any therapeutic effect of its own renders possible a pharmaceutical
form of the medicinal product necessary for the therapeutic efficacy of the substance which does have
therapeutic effects cannot invalidate that interpretation.

28. As shown by paragraphs 6 and 7 of this judgment, carmustine is an active ingredient which must be
combined with other substances, in particular inert excipients, to be therapeutically effective. More generally,
as observed by the Advocate General in point 11 of his Opinion and by the French and Netherlands
Governments, it is apparently not unusual for substances which render possible a certain pharmaceutical form
of the medicinal product to influence the therapeutic efficacy of the active ingredient contained in it.

29. Thus, a definition of combination of active ingredients of a medicinal product' which includes a
combination of two substances, only one of which has therapeutic effects of its own for a specific indication,
the other rendering possible a pharmaceutical form of the medicinal product which is necessary for the
therapeutic efficacy of the first substance for that indication, might, on any view, create legal uncertainty in
the application of Regulation No 1768/92

, as the French Government pointed out at the hearing. Whether a substance without any therapeutic effect of
its own is necessary for the therapeutic efficacy of the active ingredient cannot, in this case, be regarded as a
sufficiently precise test.

30. Moreover, such a definition is liable to prevent the attainment of the objective referred to in the sixth
recital in the preamble to Regulation No 1768/92

, in the words of which a uniform solution at Community level should be provided for, thereby preventing the
heterogeneous development of national laws leading to further disparities which would be likely to create
obstacles to the free movement of medicinal products within the Community and thus directly affect the
establishment and the functioning of the internal market.

31. In those circumstances, the answer to the questions referred must be that Article 1(b) of Regulation No
1768/92

must be interpreted so as not to include in the concept of combination of active ingredients of a medicinal
product' a combination of two substances, only one of which has therapeutic effects of its own for a specific
indication, the other rendering possible a pharmaceutical form of the medicinal product which is necessary for
the therapeutic efficacy of the first substance for that indication.

Costs

32. Since these proceedings are, for the parties to the main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for that court. Costs incurred in submitting observations to
the Court, other than the costs of those parties, are not recoverable.
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Judgment of the Court (Second Chamber)
of 21 April 2005

Novartis AG, University College London and Institute of Microbiology and Epidemiology v
Comptroller-General of Patents, Designs and Trade Marks for the United Kingdom (C-207/03) and
Ministre de l'Economie v Millennium Pharmaceuticals Inc. (C-252/03). References for a preliminary

ruling: High Court of Justice (England &amp; Wales), Chancery Division (Patents Court) (C-207/03) -
United Kingdom and Cour administrative (C-252/03) - Luxembourg. Patent law - Medicinal products -

Supplementary protection certificate for medicinal products. Joined cases C-207/03 and C-252/03.

In Joined Cases C-207/03 and C-252/03,

References for preliminary rulings under Article 234 EC, from the High Court of Justice of England and
Wales, Chancery Division (Patents Court) (United Kingdom, C-207/03), and from the Cour administrative
(Luxembourg, C-252/03), by decisions of 6 May and 3 June 2003, received at the Court on 14 May and 13
June 2003, in the proceedings

Novartis AG (C-207/03),

University College London,

Institute of Microbiology and Epidemiology,

v

Comptroller-General of Patents, Designs and Trade Marks for the United Kingdom,

and

Ministre de l'Economie (C-252/03)

v

Millennium Pharmaceuticals Inc., formerly Cor Therapeutics Inc.,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans, President of the Chamber, C. Gulmann (Rapporteur), J.-P. Puissochet, R.
Schintgen and J.N. Cunha Rodrigues, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Mugica Arzamendi, Principal Administrator,

having regard to the written procedure and further to the hearing on 8 July 2004,

after considering the observations submitted on behalf of:

- Novartis AG, University College London and the Institute of Microbiology and Epidemiology, by M. Utges
Manley, lawyer, T. Powell, Solicitor, D. Anderson QC, and K. Bacon, Barrister,

- the Ministre de l'Economie, by P. Reuter, avocat,

- the Comptroller-General of Patents, Designs and Trade Marks for the United Kingdom and the United
Kingdom Government, by K. Manji and M. Berthell, acting as Agents, and C. Birss and J. Turner, Barristers,

- Millennium Pharmaceuticals Inc., by R. Subiotto, Solicitor, and C. Feddersen, Rechtsanwalt,

- the Netherlands Government, by H.G. Sevenster, acting as Agent,

- the Icelandic Government, par E. Gunnarsson and F.T. Birgisson, acting as Agents,

- the Government of the Principality of Liechtenstein, by A. Entner-Koch, M. Blaas and C. Büchel,
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acting as Agents,

- the Norwegian Government, by I. Holten, F. Platou Amble and K. Waage, acting as Agents,

- the EFTA Surveillance Authority, by E. Wright and M. Sanchez Rydelski, acting as Agents,

- the Commission of the European Communities, by J. Forman and K. Banks, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on 7 September 2004,

gives the following

Judgment

1. The references for preliminary rulings concern the interpretation of Article 13 of Council Regulation (EEC)
No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for medicinal
products (OJ 1992 L 182, p. 1).

Relevant provisions

2. The purpose of Regulation No 1768/92 is to compensate for the long period which elapses between the
filing of a patent application in respect of a medicinal product and the granting of authorisation to place that
product on the market by providing, in certain circumstances, for a supplementary period of patent protection.

3. The eighth and ninth recitals in the preamble to that regulation, concerning the duration of a supplementary
protection certificate (hereinafter the SPC'), read as follows:

... the duration of the protection granted by the certificate should be such as to provide adequate effective
protection;... for this purpose, the holder of both a patent and a certificate should be able to enjoy an overall
maximum of fifteen years of exclusivity from the time the medicinal product in question first obtains
authorisation to be placed on the market in the Community;

... all the interests at stake, including those of public health, in a sector as complex and sensitive as the
pharmaceutical sector must ... be taken into account;... for this purpose, the certificate cannot be granted for a
period exceeding five years;...'

4. Article 3 of Regulation No 1768/92 provides:

A[n SPC] shall be granted if, in the Member State in which the application ... is submitted and at the date of
that application:

(a) the product is protected by a basic patent in force;

(b) a valid authorisation to place the product on the market as a medicinal product has been granted in
accordance with Directive 65/65/EEC ... ;

...'

5. Point 6 of Annex XVII to the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1,
p. 3, 482; hereinafter the EEA Agreement'), as amended by Annex 15 to Decision No 7/94 of the EEA Joint
Committee of 21 March 1994 (OJ 1994 L 160, p. 1), states that, for the purposes of that Agreement, the
following is to be added in Article 3(b) of Regulation No 1768/92:

for the purpose of this subparagraph and the Articles which refer to it, an authorisation to place the product
on the market granted in accordance with the national legislation of the EFTA State shall be treated as an
authorisation granted in accordance with Directive 65/65/EEC ...'.

6. Article 7 of the EEA Agreement provides that acts referred to or contained in the annexes to that
Agreement are binding upon the Contracting Parties and are, or are to be made, part of
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their internal legal order.

7. Chapter XIII of Annex II to the EEA Agreement refers to Council Directive 65/65/EEC of 26 January 1965
on the approximation of provisions laid down by law, regulation or administrative action relating to medicinal
products (OJ, English Special Edition 1965-1966, p. 20).

8. Under Article 13 of Regulation No 1768/92, the SPC is to take effect at the end of the lawful term of the
basic patent for a period equal to the period which elapsed between the date on which the application for a
basic patent was lodged and the date of the first authorisation to place the product on the market in the
Community, reduced by a period of five years.

9. Point 8 of Protocol 1 to the EEA Agreement provides: [w]henever the acts referred to contain references to
the territory of the Community or of the common market the references shall for the purposes of the
Agreement be understood to be references to the territories of the Contracting Parties as defined in Article 126
of the Agreement.'

10. Article 126 of the Agreement states:

[t]he Agreement shall apply to the territories to which the Treaty establishing the European Economic
Community... is applied... and to the territories of... the Principality of Liechtenstein...'.

11. Annex II to the EEA Agreement, as amended by Annex 2 to the Decision of the EEA Council No 1/95
of 10 March 1995 on the entry into force of the Agreement on the European Economic Area for the
Principality of Liechtenstein (OJ 1995 L 86, p. 58), provides:

For products covered by the acts referred to in this Annex, Liechtenstein may apply Swiss technical
regulations and standards deriving from its regional union with Switzerland on the Liechtenstein market in
parallel with the legislation implementing the acts referred to in this Annex. Provisions on free movement of
goods contained in this Agreement or in acts referred to shall be applicable to exports from Liechtenstein to
the other Contracting Parties only [for] products in conformity with the acts referred to in this Annex.'

The main proceedings and the questions referred for a preliminary ruling

Case C-207/03

12. Novartis AG, University College London and the Institute of Microbiology and Epidemiology (hereinafter
Novartis and Others') applied to the ComptrollerGeneral of Patents, Designs and Trade Marks for the United
Kingdom (hereinafter the Patent Office') for two SPCs, one for Basiliximab, an immunosuppressant, and the
other for an antimalarial combination of Artemether and Lumefantrin.

13. On 7 April 1998 and 22 January 1999 respectively, the Swiss authorities granted marketing authorisations
for Basiliximab and for the combination of Artemether and Lumefantrin. Those authorisations were
automatically recognised in Liechtenstein, by operation of Liechtenstein law.

14. Basiliximab and the combination of Artemether and Lumefantrin were granted marketing authorisations
within the Community on 9 October 1998 and 30 November 1999 respectively.

15. The Patent Office considered that the duration of the SPCs should be calculated by taking into account the
dates when the Swiss marketing authorisations were granted and, by decision of 12 February 2003, granted
SPCs for durations determined by reference to those dates.

16. Novartis and Others took the view that the duration of the SPCs should have been calculated by reference
to the first marketing authorisations granted within the EEA and appealed against that decision to the High
Court of Justice of England and Wales, Chancery Division (Patents Court).

17. It was in those circumstances that that court decided to stay the proceedings and to refer
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the following questions to the Court for a preliminary ruling:

1. Is the date of the granting of a marketing authorisation in Switzerland, which is automatically recognised in
Liechtenstein, to be considered as the first authorisation to place a medicinal product on the market, for the
purpose of calculating the duration of a supplementary protection certificate as provided in Article 13 of
Regulation No 1768/92 (as amended by the EEA Agreement)?

2. Is a competent authority within the EEA obliged to rectify any existing supplementary protection
certificates, the duration of which has been erroneously calculated?'

Case C-252/03

18. On 15 December 1999, Cor Therapeutics Inc., which was subsequently taken over by Millennium
Pharmaceuticals Inc. (hereinafter Millennium'), both being United States companies, applied to the Luxembourg
Ministre de l'Economie (Minister for the Economy, hereinafter the Minister') for an SPC under Regulation No
1768/92 for the medicinal product Eptifibatide', for which the date of the first marketing authorisation in the
Community was 1 July 1999. Millennium had stated in its application that a marketing authorisation had been
issued for that medicinal product by the Swiss authorities on 27 February 1997.

19. On the ground that, under the legislation in force in Liechtenstein, Swiss marketing authorisations are
automatically recognised in that State, which is a member of the EEA, the Minister issued an SPC on 15
February 2000 fixing its date of commencement as the date of the Swiss marketing authorisation, that is 27
February 1997.

20. Millennium brought an action before the Tribunal administratif de Luxembourg (Administrative Court,
Luxembourg), claiming that that date, referred to as the date of the first marketing authorisation, should be
replaced by 1 July 1999. That court upheld Millennium's claim.

21. The Minister appealed against that court's judgment to the Cour administrative (Higher Administrative
Court).

22. He argued that, under Liechtenstein law, marketing authorisations for medicinal products granted by a
Swiss authority are valid in Liechtenstein, which is a party to the EEA Agreement, and that the Commission
of the European Communities concluded therefrom that a first marketing authorisation issued by a Swiss
authority must be used for the calculation of the duration of SPCs in respect of medicinal products.

23. Millennium contended that it follows from both textual and teleological examination of Regulation No
1768/92, of the EEA Agreement and of the Agreements between the European Community and its Member
States, of the one part, and the Swiss Confederation, of the other, of 21 June 1999 (OJ 2002 L 114, p. 6),
that a Swiss marketing authorisation cannot be regarded as the first authorisation to place the product on the
market in the Community' within the meaning of Article 13 of that regulation.

24. The Cour administrative therefore decided to stay the proceedings and to refer the following question to
the Court for a preliminary ruling:

Does a marketing authorisation issued by the Swiss authorities constitute the first authorisation to place a
product on the market in the Community within the meaning of Article 13 of... Regulation (EEC) No 1768/92
... ?'

The joinder of Cases C-207/03 and C-252/03

25. In view of the connection between these two cases, it is appropriate to join them for the purposes of the
judgment in accordance with Article 43 of the Rules of Procedure, in conjunction with Article 103 thereof.
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On the questions referred for a preliminary ruling

The first question referred, in the context of both cases

26. For the purposes of the application of the EEA Agreement, Article 13 of Regulation No 1768/92 is to be
read as providing that the SPC is to take effect at the end of the lawful term of the basic patent for a period
equal to the period which elapsed between the date on which the application for a basic patent was lodged
and the date of the first authorisation to place the product on the market in the territory of one of the States
covered by the EEA Agreement, reduced by a period of five years.

27. It must therefore be considered whether a marketing authorisation issued by the Swiss authorities and
automatically recognised by the Principality of Liechtenstein under that State's legislation really constitutes a
first marketing authorisation for the purposes of Article 13 of Regulation No 1768/92.

28. In that regard, it is clear from Annex II to the EEA Agreeme nt, as amended by Annex 2 to the Decision
of the EEA Council No 1/95, that Liechtenstein may, as regards inter alia the medicinal products to which
Directive 65/65 refers, apply Swiss technical regulations and standards deriving from its regional union with
Switzerland on the Liechtenstein market in parallel with the legislation implementing that directive.

29. The EEA Agreement recognises therefore that two types of marketing authorisation may co-exist in the
principality of Liechtenstein, namely marketing authorisations issued by the Swiss authorities, which because
of the regional union between Switzerland and that State are automatically recognised in the latter, and
marketing authorisations issued in Liechtenstein in accordance with Directive 65/65.

30. Thus, under Article 13 of Regulation No 1768/92, in conjunction with Annex II to the EEA Agreement,
as amended by Annex 2 to the Decision of the EEA Council No 1/95, a marketing authorisation issued by the
Swiss authorities and automatically recognised in Liechtenstein in the context of its regional union with
Switzerland must be regarded as a first marketing authorisation for the purposes of the said Article 13.

31. Such an interpretation of that provision is, moreover, consistent with the purpose of Regulation No
1768/92, set out in the eighth recital in the preamble thereto, as it is to be read for the purposes of the
application of the EEA Agreement and according to which the holder of both a patent and an SPC should not
be able to enjoy more than 15 years of exclusivity from the time the medicinal product concerned first obtains
authorisation to be placed on the market in the EEA. Indeed, if a marketing authorisation issued by the Swiss
authorities and automatically recognised by the Principality of Liechtenstein under that State's legislation were
precluded from constituting a first marketing authorisation for the purposes of Article 13 of Regulation No
1768/92, the duration of SPCs would have to be calculated by reference to a marketing authorisation issued
subsequently in the EEA. Thus, there would be a risk of the period of 15 years of exclusivity being exceeded
in the EEA.

32. Furthermore, the fact that marketing authorisations granted in Switzerland do not permit the free
movement of the medicinal products to which they relate within the territory of the EEA, with the exception
of Liechtenstein, is not, contrary to the submissions of Novartis and Others, Millennium, the Netherlands and
Icelandic Governments, the Government of the Principality of Liechtenstein, the Norwegian Government and
the EFTA Surveillance Authority, relevant to the interpretation of Article 13 of Regulation No 1768/92, as it
is to be read for the purposes of the application of the EEA Agreement. In that regard, it is sufficient to point
out, as did the Advocate General in point 43 of his Opinion, that marketing authorisations granted by a
Member State under Directive 65/65 also do not permit the product to be freely distributed on the market
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of the other Member States.

33. It follows that, in so far as a marketing authorisation issued for a medicinal product by the Swiss
authorities and automatically recognised by the Principality of Liechtenstein under that State's legislation is the
first authorisation to place that product on the market in one of the States of the EEA, it constitutes the first
authorisation to place the product on the market within the meaning of Article 13 of Regulation No 1768/92,
as it is to be read for the purposes of the application of the EEA Agreement.

The second question referred in Case C-207/03

34. Since the interpretation of Article 13 of Regulation No 1768/92, as it is to be read for the purposes of the
application of the EEA Agreement, given by the Court in its reply to the first question referred was adopted
by the Patent Office in the decision which is the subject-matter of the main proceedings in Case C-207/03,
there is no need to reply to the second question.

Costs

35. Since these proceedings are, for the parties to the main proceedings, a step in the actions before the
national courts, the decisions on costs are a matter for those courts. Costs incurred in submitting observations
to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Second Chamber) rules as follows:

In so far as an authorisation to place a medicinal product on the market issued by the Swiss authorities and
automatically recognised by the Principality of Liechtenstein under that State's legislation is the first
authorisation to place that product on the market in one of the States of the European Economic Area, it
constitutes the first authorisation to place the product on the market within the meaning of Article 13 of
Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection
certificate for medicinal products, as it is to be read for the purposes of the application of the Agreement on
the European Economic Area.
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Judgment of the Court (Fifth Chamber)
of 19 October 2004

Pharmacia Italia SpA, formerly Pharmacia &amp; Upjohn SpA. Reference for a preliminary ruling:
Bundesgerichtshof - Germany. Regulation (EEC) No 1768/92 - Medicinal products - Supplementary

protection certificate - Transitional arrangements - Successive authorisations as a veterinary medicinal
product and a medicinal product for human use. Case C-31/03.

In Case C-31/03,

REFERENCE for a preliminary ruling under Article 234 EC

from the Bundesgerichtshof (Germany), made by decision of 17 December 2002, received at the Court on 27
January 2003, in the proceedings brought by

Pharmacia Italia SpA , formerly Pharmacia &amp; Upjohn SpA,

THE COURT (Fifth Chamber),

composed of: R. Silva de Lapuerta, President of the Chamber, C. Gulmann (Rapporteur) and S. von Bahr,
Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,

having regard to the written procedure and further to the hearing on 17 March 2004,

- Pharmacia Italia SpA, by M. Kindler, Rechtsanwalt,

- the United Kingdom Government, by R. Caudwell, acting as Agent, and C. Birss, Barrister,

- the Commission of the European Communities, by K. Banks, acting as Agent, and W. Berg, Rechtsanwalt,

after hearing the Opinion of the Advocate General at the sitting on

29 April 2004,

gives the following

Judgment

1. This reference for a preliminary ruling concerns the interpretation of Article 19(1) of Council Regulation
(EEC) No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for
medicinal products (OJ 1992 L 182, p. 1, the regulation').

2. The question was raised in proceedings between Pharmacia Italia SpA (Pharmacia') and the Deutsches
Patentamt (the German Patent Office) following that office's refusal to issue Pharmacia with a supplementary
protection certificate (the certificate').

Legal background

3. It follows from the second, third and fourth recitals in the preamble to the regulation that the Council
found that the period that elapses between the filing of an application for a patent for a new medicinal
product and authorisation to place that medicinal product on the market (marketing authorisation'), makes the
period of effective protection under the patent insufficient to cover the investment put into the research. The
regulation is intended to remedy that lack of protection.

4. Article 1 of the regulation provides inter alia that, for the purposes of that regulation, medicinal product'
means any substance or combination of substances presented for treating or preventing disease in human
beings or animals, product' means the active ingredient or combination of active ingredients of a medicinal
product, and basic patent' means a patent which protects a product as so defined.
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5. Article 2 of the regulation provides:

Any product protected by a patent in the territory of a Member State and subject, prior to being placed on the
market as a medicinal product, to an administrative authorisation procedure as laid down in Council Directive
65/65/EEC or Directive 81/851/EEC may, under the terms and conditions provided for in this Regulation, be
the subject of a certificate.'

6. The two directives referred to in Article 2 of the regulation are respectively:

- Council Directive 65/65/EEC of 26 January 1965 on the approximation of provisions laid down by law,
regulation or administrative action relating to proprietary medicinal products (OJ, English Special Edition
1965-1966, p. 20), replaced by Directive 2001/83/EC of the European Parliament and of the Council of 6
November 2001 on the Community code relating to medicinal products for human use (OJ 2001 L 311, p.
67),

- Council Directive 81/851/EEC of 28 September 1981 on the approximation of the laws of the Member
States relating to veterinary medicinal products (OJ 1981 L 317, p. 1), replaced by Directive 2001/82/EC of
the European Parliament and of the Council of 6 November 2001 on the Community code relating to
veterinary medicinal products (OJ 2001 L 311, p. 1).

7. Article 3 of the regulation provides:

A certificate shall be granted if, in the Member State in which the application referred to in Article 7 is
submitted and at the date of that application:

(a) the product is protected by a basic patent in force;

(b) a valid [marketing authorisation for the product] as a medicinal product has been granted in accordance
with Directive 65/65/EEC or Directive 81/851/EEC, as appropriate;

(c) the product has not already been the subject of a certificate;

(d) the authorisation referred to in (b) is the first [marketing authorisation for the product] as a medicinal
product.'

8. Article 4 of the regulation provides:

Within the limits of the protection conferred by the basic patent, the protection conferred by a certificate shall
extend only to the product covered by the [marketing authorisation for the corresponding product] and for any
use of the product as a medicinal product that has been authorised before the expiry of the certificate.'

9. Article 13(1) of the regulation provides that [t]he certificate shall take effect at the end of the lawful term
of the basic patent for a period equal to the period which elapsed between the date on which the application
for a basic patent was lodged and the date of the first [marketing authorisation] in the Community, reduced by
a period of five years'.

10. Article 19 of the regulation, which forms part of the transitional provisions, provides:

1. Any product which, on the date on which this regulation enters into force, is protected by a valid basic
patent and for which the first [marketing authorisation] in the Community was obtained after 1 January 1985
may be granted a certificate.

In the case of certificates to be granted in Denmark and in Germany, the date of 1 January 1985 shall be
replaced by that of 1 January 1988.

... '

The dispute in the main proceedings and the question referred for a preliminary ruling
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11. It is apparent from the decision to refer that:

- Pharmacia was the holder of German Patent No 31 12 861 lodged on 31 March 1981 which had since
expired. The first patent claim covered ergoline derivatives and their pharmaceutically acceptable salts obtained
by the addition of organic or inorganic acids. The second sub claim covered a compound known by the
international non-proprietary name of Cabergoline';

- on 15 June 1994, the medicinal product Dostinex' was authorised in Germany. That was the first marketing
authorisation at national level for the product protected as a medicinal product. The authorisation identifies the
active ingredient of the medicinal product as being Cabergoline'. That active ingredient had been first
authorised as a medicinal product for human use on 21 October 1992 in the Netherlands. The veterinary
medicinal product Galastop' which also contains the active ingredient Cabergoline', had been authorised in
Italy on 7 January 1987;

- on 13 December 1994 Pharmacia applied for a certificate to the Deutsches Patentamt. That application for a
certificate was primarily in respect of the active ingredient Cabergoline' in the form of the free base or salt
obtained by addition of an acid and, in the alternative, in respect of the active ingredient of the medicinal
product Dostinex' in all forms protected by the basic patent.

12. The Deutsches Patentamt rejected the application, holding that, under Article 19 of the regulation, a
certificate may be granted only where the product to be protected has obtained its first marketing authorisation
in the Community after the date fixed for the Member State concerned (in the case of Germany, 1 January
1988), and that that condition was not satisfied in the present case since the first marketing authorisation
obtained in the Community was that granted in 1987 in Italy. That decision was confirmed by the
Bundespatentgericht (Federal Patent Court).

13. Taking the view that, for the purposes of the application of Article 19 of the regulation, the first
marketing authorisation in the Community was that granted in the Netherlands for the medicinal product for
human use, Pharmacia brought an appeal against that decision before the Bundesgerichtshof, which decided to
stay the proceedings and refer the following question to the Court for a preliminary ruling:

Is the grant of a supplementary protection certificate in a Member State of the Community on the basis of a
medicinal product for human use authorised in that Member State precluded by a [marketing authorisation for
that product] as a veterinary medicinal product granted in another Member State of the Community before the
date specified in Article 19(1) of the Regulation No 1768/92, or is the sole determining factor the date on
which the product was authorised in the Community as a medicinal product for human use?'

The question referred for a preliminary ruling

14. Article 19 of the regulation provides as a transitional measure that a certificate may be granted for any
product, that is to say, any active ingredient or combination of active ingredients of a medicinal product,
provided that:

- on the date of entry into force of the regulation, namely 2 January 1993, the product is protected by a valid
basic patent, and

- the first marketing authorisation was obtained for the product as a medicinal product in the Community after
a certain date (in the case of Germany, 1 January 1988).

15. The question referred concerns the interpretation of the second of those conditions. More precisely, it asks
whether, in the case of an application for the grant of a certificate for a product which obtained marketing
authorisation as a medicinal product for human use in the Member State in which the application is made, the
first marketing authorisation in the Community referred to in Article 19 of the regulation must be a marketing
authorisation granted for a medicinal product for human
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use, as Pharmacia submits, or whether it may also be a marketing authorisation granted for a veterinary
medicinal product, as the German authorities submit.

16. In its judgment in Case C-127/00 Hässle [2003] ECR I-0000, the Court interpreted Article 19 of the
regulation and held, inter alia, that:

- the first marketing authorisation in the Community referred to by that article is not intended to take the
place of the marketing authorisation provided for in Article 3(b) of the abovementioned regulation; instead, it
constitutes a further condition applying in the event that the latter authorisation is not the first authorisation to
place the product on the market as a medicinal product in the Community (paragraph 73);

- the words first marketing authorisation' must not be interpreted differently depending on the provision of
Regulation No 1768/92 in which they appear. The same is particularly true of the words first marketing
authorisation... in the Community' (paragraph 72).

17. Whilst Pharmacia admits that the wording of Article 19(1) of the regulation refers in general terms to the
first marketing authorisation in the Community without distinguishing between marketing authorisations for
medicinal products for human use and veterinary medicinal products, it nevertheless submits that it follows
from an examination of the regulation as a whole, its broad logic and purpose, that the regulation draws a
distinction in principle between medicinal products for human use and veterinary medicinal products so that in
the present case, the first marketing authorisation to be taken into consideration is that granted for the
medicinal product for human use in the Netherlands.

18. It should be noted in that regard that whilst it is true, as Pharmacia submits, that Article 1 of the
regulation refers to disease in human beings or animals and Articles 2, 3(b), 8(1)(b) and 14(d) refer to
Directives 65/65 and 81/851, it does not follow that the regulation draws a distinction in principle between the
marketing authorisations granted for medicinal products for human use and those granted for veterinary
medicinal products, with the consequences referred to by Pharmacia. The term medicinal product defined in
Article 1(a) of the regulation does not distinguish between diseases in human beings and animals. Similarly,
Articles 2, 3(b), 8(1)(b) and 14(d) do not distinguish between the various authorisation procedures for
veterinary medicinal products and those for medicinal products for human use. Those provisions refer solely in
different contexts to the marketing authorisation procedures as laid down in' Directive 65/65 or Directive
81/851 and to the marketing authorisations granted or withdrawn in accordance with' those directives.

19. It should furthermore be noted that:

- pursuant to Article 1(b) of the regulation, the term product as used in the regulation is defined as an active
ingredient or combination of active ingredients of a medicinal product;

- pursuant to Article 3 of the regulation, the certificate is to be granted, inter alia, provided that the product
has been granted a marketing authorisation as a medicinal product in accordance with Directive 65/65 or
Directive 81/851; and

- pursuant to Article 4 of the regulation, the protection conferred by a certificate is to extend only to the
product covered by the marketing authorisation for the corresponding medicinal product for any use of the
product as a medicinal product that has been authorised before the expiry of the certificate.

20. It follows, first, that the decisive factor for the grant of the certificate is not the intended use of the
medicinal product and, second, that the purpose of the protection conferred by the certificate relates to any use
of the product as a medicinal product without any distinction between use of the product as a medicinal
product for human use and as a veterinary medicinal product.

21. Whilst noting that the term first marketing authorisation in the Community' must be interpreted
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in the same way in each of the provisions of the regulation in which it is used, it should be pointed out that,
according to the sixth recital in its preamble, that regulation seeks to provide a uniform solution at
Community level to the problem of inadequate patent protection, thereby preventing the heterogeneous
development of national laws leading to further disparities which would be likely to create obstacles to the
free movement of medicinal products within the Community. However, an interpretation such as that proposed
by Pharmacia would prevent the realisation of that objective. Under Pharmacia's interpretation, the duration of
the protection conferred by the certificate, calculated in accordance with Article 13 of the regulation, might be
different for the same product.

22. Lastly, and for the reasons set out in points 41 to 43 and 48 to 50 of the Advocate General's Opinion, it
must be found that neither the purpose of Article 19 nor the broad logic of the regulation militate in favour of
the interpretation put forward by Pharmacia.

23. In those circumstances, and in accordance with the observations submitted by the United Kingdom
Government and the Commission, the answer to the question referred for a preliminary ruling must be that the
grant of a certificate in a Member State of the Community on the basis of a medicinal product for human use
authorised in that Member State is precluded by a marketing authorisation for that product as a veterinary
medicinal product granted in another Member State of the Community before the date specified in Article
19(1) of the regulation.

Costs

24. Since these proceedings are, for the parties to the main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for that court. Costs incurred in submitting observations to
the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Fifth Chamber) rules as follows:

The grant of a supplementary protection certificate in a Member State of the Community on the basis of a
medicinal product for human use authorised in that Member State is precluded by an authorisation to place the
product on the market as a veterinary medicinal product granted in another Member State of the Community
before the date specified in Article 19(1) of Council Regulation No 1768/92 of 18 June 1992 concerning the
creation of a supplementary protection certificate for medicinal products.
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Judgment of the Court (Sixth Chamber)
of 11 December 2003

Hässle AB v Ratiopharm GmbH. Reference for a preliminary ruling: Bundesgerichtshof - Germany.
Council Regulation (EEC) No 1768/92 - Medicinal products - Supplementary protection certificate -

Articles 15 and 19 - Validity of Article 19 - Concept of first authorisation to place... on the market in
the Community - Legal effects of non-compliance with the relevant date referred to in Article 19. Case

C-127/00.

In Case C-127/00,

REFERENCE to the Court under Article 234 EC by the Bundesgerichtshof (Germany) for a preliminary ruling
in the proceedings pending before that court between

Hässle AB

and

Ratiopharm GmbH,

on the interpretation of Articles 15 and 19 of Council Regulation (EEC) No 1768/92 of 18 June 1992
concerning the creation of a supplementary protection certificate for medicinal products (OJ 1992 L 182, p. 1),

THE COURT

(Sixth Chamber),

composed of: V. Skouris, acting for the President of the Chamber, C. Gulmann, J.N. Cunha Rodrigues, R.
Schintgen and F. Macken (Rapporteur), Judges,

Advocate General: C. Stix-Hackl,

Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- Hässle AB, by O. Brändel, Rechtsanwalt,

- Ratiopharm GmbH, by T. Bopp, Rechtsanwalt,

- the Danish Government, by J. Molde, acting as Agent,

- the Spanish Government, by S. Ortiz Vaamonde, acting as Agent,

- the French Government, by K. Rispal-Bellanger and R. Loosli-Surrans, acting as Agents,

- the Netherlands Government, by M. Fierstra, acting as Agent,

- the Commission of the European Communities, by K. Banks and M. Niejahr, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Hässle AB, Ratiopharm GmbH, the Danish Government and the
Commission at the hearing on 8 November 2001,

after hearing the Opinion of the Advocate General at the sitting on 26 February 2002,

gives the following

Judgment

Costs

94 The costs incurred by the Danish, Spanish, French and Netherlands Governments and by the Commission,
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which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the proceedings pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT

(Sixth Chamber),

in answer to the questions referred to it by the Bundesgerichtshof by order of 1 February 2000, hereby rules:

1. Consideration of the second question referred has disclosed no factor capable of affecting the validity of
Article 19 of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the creation of a
supplementary protection certificate for medicinal products.

2. So far as concerns medicinal products for human use, the concept of `first authorisation to place... on the
market... in the Community' in Article 19(1) of Regulation No 1768/92 refers solely to the first authorisation
required under provisions on medicinal products, within the meaning of Council Directive 65/65/EEC of 26
January 1965 on the approximation of provisions laid down by law, regulation or administrative action relating
to proprietary medicinal products, granted in any of the Member States, and does not therefore refer to
authorisations required under legislation on pricing of or reimbursement for medicinal products.

3. A supplementary protection certificate which, contrary to the requirements of Article 19 of Regulation No
1768/92, has been delivered where the first marketing authorisation in the Community was obtained prior to
the relevant date fixed by that provision is invalid pursuant to Article 15 thereof.

1 By order of 1 February 2000, received at the Court on 3 April 2000, the Bundesgerichtshof (Federal
Supreme Court) referred to the Court for a preliminary ruling under Article 234 EC four questions on the
interpretation of Articles 15 and 19 of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the
creation of a supplementary protection certificate for medicinal products (OJ 1992 L 182, p. 1).

2 Those questions were raised in proceedings between Hässle AB (`Hässle') and Ratiopharm GmbH
(`Ratiopharm') regarding the validity of a supplementary protection certificate issued to Hässle by the
Deutsches Patentamt (German patents office) relating to omeprazol, an active ingredient in various medicinal
products.

Community legislation

3 Article 3 of Council Directive 65/65/EEC of 26 January 1965 on the approximation of provisions laid down
by law, regulation or administrative action relating to medicinal products (OJ, English Special Edition
1965-1966, p. 20) lays down the principle that `no medicinal product may be placed on the market of a
Member State unless an authorisation has been issued by the competent authority of that Member State'.

4 The second, third and fourth recitals of the preamble to Regulation No 1768/92 are worded as follows:

`Whereas medicinal products, especially those that are the result of long, costly research will not continue to
be developed in the Community and in Europe unless they are covered by favourable rules that provide for
sufficient protection to encourage such research;
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Whereas at the moment the period that elapses between the filing of an application for a patent for a new
medicinal product and authorisation to place the medicinal product on the market makes the period of
effective protection under the patent insufficient to cover the investment put into the research;

Whereas this situation leads to a lack of protection which penalises pharmaceutical research'.

5 According to the sixth recital in the preamble to Regulation No 1768/92, a uniform solution at Community
level should be provided for, thereby preventing the heterogeneous development of national laws leading to
further disparities which would be likely to create obstacles to the free movement of medicinal products within
the Community and thus directly affect the establishment and the functioning of the internal market. It is
therefore necessary, according to the seventh recital of the abovementioned regulation, to create a
supplementary protection certificate (hereinafter: `a certificate') granted, under the same conditions, by each of
the Member States at the request of the holder of a national or European patent relating to a medicinal
product for which marketing authorisation has been granted.

6 The 10th recital of Regulation No 1768/92 states: `a fair balance should also be struck with regard to the
determination of the transitional arrangements;... such arrangements should enable the Community
pharmaceutical industry to catch up to some extent with its main competitors who, for a number of years,
have been covered by laws guaranteeing them more adequate protection, while making sure that the
arrangements do not compromise the achievement of other legitimate objectives concerning the health policies
pursued both at national and Community level'.

7 According to Article 1 of Regulation No 1768/92, for the purposes of that regulation, a `product' means the
active ingredient or combination of active ingredients of a medicinal product, and a `basic patent' means a
patent which protects a product as such, a process to obtain a product or an application of a product, and
which is designated by its holder for the purpose of the procedure for obtaining a certificate.

8 Article 2 of Regulation No 1768/92 provides:

`Any product protected by a patent in the territory of a Member State and subject, prior to being placed on
the market as a medicinal product, to an administrative authorisation procedure as laid down in Council
Directive 65/65/EEC... or Directive 81/851/EEC... may, under the terms and conditions provided for in this
regulation, be the subject of a certificate.'

9 Article 3 of Regulation No 1768/92 provides as follows:

`A certificate shall be granted if, in the Member State in which the application referred to in Article 7 is
submitted and at the date of that application:

(a) the product is protected by a basic patent in force;

(b) a valid authorisation to place the product on the market as a medicinal product has been granted in
accordance with Directive 65/65/EEC or Directive 81/851/EEC, as appropriate;

(c) the product has not already been the subject of a certificate;

(d) the authorisation referred to in (b) is the first authorisation to place the product on the market as a
medicinal product.'

10 Under Article 7 of Regulation No 1768/92, the application for a certificate must be lodged within six
months of the date on which the authorisation referred to in Article 3(b) thereof to place the product on the
market as a medicinal product was granted or, where the marketing authorisation is granted prior to the basic
patent being granted, within six months of the date on which the patent is granted.
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11 Article 8(1) of Regulation No 1768/92 provides:

`The application for a certificate shall contain:

(a) a request for the grant of a certificate, stating in particular:

...

(iv) the number and date of the first authorisation to place the product on the market, as referred to in Article
3(b) and, if this authorisation is not the first authorisation for placing the product on the market in the
Community, the number and date of that authorisation;

(b) a copy of the authorisation to place the product on the market, as referred to in Article 3(b), in which the
product is identified, containing in particular the number and date of the authorisation and the summary of
the product characteristics listed in Article 4a of Directive 65/65/EEC or Article 5a of Directive
81/851/EEC;

(c) if the authorisation referred to in (b) is not the first authorisation for placing the product on the market as
a medicinal product in the Community, information regarding the identity of the product thus authorised
and the legal provision under which the authorisation procedure took place, together with a copy of the
notice publishing the authorisation in the appropriate official publication.'

12 According to Article 13(1) of Regulation No 1768/92, `[t]he certificate shall take effect at the end of the
lawful term of the basic patent for a period equal to the period which elapsed between the date on which the
application for a basic patent was lodged and the date of the first authorisation to place the product on the
market in the Community reduced by a period of five years'.

13 Article 15 of Regulation No 1768/92 provides:

`The certificate shall be invalid if:

(a) it was granted contrary to the provisions of Article 3;

(b) the basic patent has lapsed before its lawful term expires;

(c) the basic patent is revoked or limited to the extent that the product for which the certificate was granted
would no longer be protected by the claims of the basic patent or, after the basic patent has expired,
grounds for revocation exist which would have justified such revocation or limitation.

2. Any person may submit an application or bring an action for a declaration of invalidity of the certificate
before the institution responsible under national law for the revocation of the corresponding basic patent.'

14 Article 19 of Regulation No 1768/92, which forms part of the transitional provisions, provides:

`1. Any product which, on the date on which this regulation enters into force, is protected by a valid basic
patent and for which the first authorisation to place it on the market as a medicinal product in the Community
was obtained after 1 January 1985 may be granted a certificate.

In the case of certificates to be granted in Denmark and in Germany, the date of 1 January 1985 shall be
replaced by that of 1 January 1988.

In the case of certificates to be granted in Belgium and in Italy, the date of 1 January 1985 shall be replaced
by that of 1 January 1982.

2. An application for a certificate as referred to in paragraph (1) shall be submitted within six months of the
date on which this regulation enters into force.'
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15 Regulation No 1768/92 entered into force on 2 January 1993.

16 The 17th recital in the preamble to Regulation (EC) No 1610/96 of the European Parliament and of the
Council of 23 July 1996 concerning the creation of a supplementary protection certificate for plant protection
products (OJ 1996 L 198, p. 30) provides that `the detailed rules in ... Article 17(2) of this Regulation are
also valid, mutatis mutandis, for the interpretation in particular of recital 9 and Articles 3, 4, 8(1)(c) and 17 of
Council Regulation (EEC) No 1768/92'.

17 Article 17(2) of Regulation No 1610/96, entitled `Appeals', provides:

`The decision to grant the certificate shall be open to an appeal aimed at rectifying the duration of the
certificate where the date of the first authorisation to place the product on the market in the Community,
contained in the application for a certificate as provided for in Article 8, is incorrect.'

The dispute in the main proceedings and the questions referred for a preliminary ruling

18 Hässle was the holder of a European patent covering the chemical compound
`2-[2-(3.5-dimethyl-4-methoxypyridyl)-methylsulfinyl]-5-methoxybenzimidazol', whose international designation
recommended by the World Health Organisation is `omeprazol'. That patent, which was valid, among others,
in Germany, was granted to Hässle with effect from 3 April 1979, so that it expired on 2 April 1999.

19 In Germany, by two decisions of the Bundesgesundheitsamt (Federal Office of Health) of 6 October 1989,
Hässle obtained, in accordance with Directive 65/65, authorisations to market medicinal products having
omeprazol as their active ingredient. In France and Luxembourg, authorisations had already been granted in
accordance with the same directive, one to Laboratoires Astra France and the other to Astra-Nobelpharma SA,
which both belong to the Hässle group, for medicinal products having that same active ingredient, on 15 April
1987 and 11 November 1987 respectively.

20 In Luxembourg, the marketing of proprietary medicinal products is subject not only to the marketing
authorisation provided for by Directive 65/65 but also to authorisation required under pricing legislation,
where the price exceeds LUF 400. By letter of 8 December 1987 Astra-Nobelpharma SA therefore informed
the competent Luxembourg ministry of its intention to place a medicinal product on the market, having
omeprazole as an active ingredient, at the price of LUF 2 456 per pack of 28 capsules. By decision of 17
December 1987, which was received on 31 December 1987, the abovementioned Ministry authorised the
proposed price less a reduction of 1.56%. On 21 March 1988, that medicinal product was included in the list
of proprietary medicinal products authorised for sale in Luxembourg.

21 In France, the medicinal product was entered on 22 November 1989 in the list of medicinal products
eligible for reimbursement to persons insured under the social security scheme

22 On 9 June 1993 Hässle applied to the Deutsches Patentamt for a certificate for omeprazol as a medicinal
product and gave `March 1988 Luxembourg' as time and place of the first authorisation to place that product
on the market as a medicinal product in the European Community and attached the Luxembourg list of
proprietary medicinal products authorised for sale as drawn up on 21 March 1988.

23 By decision of 10 November 1993, the Deutsches Patentamt issued it with the requisite certificate and
fixed as its duration the period until 21 March 2003.

24 Ratiopharm brought an action before the Bundespatentgericht (Federal Patent Court) for a declaration of
invalidity of that certificate on the ground that a first authorisation to place medicinal products having
omeprazol as their active ingredient on the market in the Community had already been granted before the
relevant date which, for Germany, was 1 January 1988, in accordance with the second sentence of Article
19(1) of Regulation No 1768/92. The Bundespatentgericht upheld the application
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made by Ratiopharm and declared the certificate invalid.

25 Hässle appealed that ruling before the Bundesgerichtshof, which decided to stay the proceedings and refer
the following questions to the Court of Justice for a preliminary ruling:

`1. (a) For the purpose of applying the transitional provision in Article 19(1) of the Regulation, in so far as
that provision refers to the "first authorisation to place... on the market... in the Community" before a
specified relevant date, does that refer exclusively to an authorisation within the meaning of Directive
65/65/EEC or Directive 81/851/EEC as the case may be, or may another authorisation granted later (after the
relevant date) relating in particular to the prices of the medicinal product also be material in this respect, if

(aa) without such a further authorisation, for example one for price-law purposes, marketing of the medicinal
product is not permissible under the law of the Member State concerned, or

(bb) without such a further authorisation the medicinal product may in principle be marketed in the Member
State concerned, but effective marketing is nevertheless not possible, in particular because the sickness
funds reimburse the costs of the medicinal product only if the further authorisation, in particular for
price-law purposes, has been granted or a determination of the price eligible for reimbursement has been
made?

(b) Is the material authorisation for this purpose a first authorisation in any Member State of the Community
(as with Articles 8 and 13 of the Regulation) or the first authorisation in the Member State for which the
grant of the supplementary protection certificate has been applied for?

2. Is there doubt as to the validity of the transitional provision in Article 19(1) of the Regulation in so far as
it lays down different relevant dates for different Member States?

3. Is the list of grounds of invalidity in Article 15(1) of the Regulation exhaustive?

If not:

(a) Does it constitute a ground of invalidity that a certificate was granted under the transitional provision in
Article 19(1) of the Regulation even though a first authorisation to place the product on the market in the
Community was already granted before the relevant date for the Member State in which the certificate was
applied for and granted?

(b) In that case is the certificate completely invalid, or should its duration merely be rectified accordingly?

4. If a breach of the transitional provision in Article 19(1) of the Regulation does not constitute a ground of
invalidity:

May and must national law provide, as under Article 17(2) of Regulation (EC) No 1610/96 of the European
Parliament and of the Council of 23 June 1996 concerning the creation of a supplementary protection
certificate for plant protection products, for an appeal aimed at rectifying the duration of the protection
certificate for a medicinal product in the event of a breach of the transitional provision in Article 19(1) of
Regulation No 1768/92?'

Introductory remarks

26 According to Article 7 of Regulation No 1768/92, read in conjunction with Article 3(b) and (d) thereof,
the application for a certificate must be submitted within six months of the date on which the first
authorisation to place the product on the market as a medicinal product is granted in the Member State for
which the application is made or, where the marketing authorisation is granted prior to the basic patent, within
six months of the date on which the patent is granted.
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27 Where the first marketing authorisation in the Member State in which the application is made or, in the
event that such authorisation is granted prior to the patent, where the patent is granted after the entry into
force of Regulation No 1768/92, the holder of the patent has the six-month period provided for by Article 7
in which to submit an application for a certificate.

28 That is not the case, however, where the first marketing authorisation in the Member State in which the
application is submitted or, where such marketing authorisation is granted prior to the patent, the patent is
granted prior to the entry into force of the abovementioned regulation. Where the marketing authorisation or
the patent was granted more than six months prior to the entry into force of Regulation No 1768/92, the
holder of the patent may not submit an application for a certificate on the basis of Article 7 of that regulation,
the six-month period provided for by that article having expired even before the abovementioned regulation
entered into force. Where, however, that marketing authorisation or that patent was granted within the six
months prior to the entry into force of Regulation No 1768/92, the holder of the patent has less time within
which to submit an application for a certificate on the basis of Article 7 of that regulation, since the
six-month period provided for by that article will have begun to run even before the entry into force of the
regulation.

29 It was with the intention of limiting such consequences and making it possible for products which had
already obtained authorisation to be marketed as medicinal products on the date on which Regulation No
1768/92 entered into force to take advantage of the scheme established by the regulation that the legislature
included Article 19, which forms part of the transitional provisions. Article 19(2) operates, in the
circumstances provided for in Article 19(1), as a derogation from Article 7 of the regulation (see, to that
effect, Case C-110/95 Yamanouchi Pharmaceutical [1997] ECR I-3251, paragraph 19).

30 In view of its objective, Article 19 of Regulation No 1768/92 is therefore intended to apply only to
products for which a first authorisation to place them on the market as medicinal products in the Member
State in which the application was submitted was granted before the entry into force of that regulation.

The second question

31 By its second question, which it is appropriate to examine first, the national court is asking whether Article
19 of Regulation No 1768/92 is invalid on the ground that it lays down different relevant dates for different
Member States.

32 Hässle submits that, because of the different relevant dates laid down by that article, the products protected
by patents issued in Belgium and Italy may obtain an extension of their protection by means of a certificate
six years earlier than for the same patents in Denmark and Germany, and takes the view that that situation is
contrary to the objective of harmonisation within the internal market.

33 Hässle therefore concludes that Article 19 of Regulation No 1768/92 is invalid, first, because of an
inadequate statement of reasons inasmuch as that regulation does not set forth the legal and factual
considerations which gave rise to different relevant dates being set. Secondly, that provision discriminates
unlawfully, inasmuch as there is no equality of treatment, which also entails its invalidity.

34 On the other hand, Ratiopharm, the Danish, French and Netherlands Governments and the Commission
contend that Article 19 of Regulation No 1768/92 is valid.

Reply of the Court

35 So far as concerns, first, the alleged breach of the general principle of equality, according
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to which, in particular, similar situations must not be treated differently unless differentiation is objectively
justified, it should be noted that Regulation No 1768/92 was adopted on the basis of Article 100a of the EEC
Treaty (after amendment, Article 100a of the EC Treaty, now in turn, after amendment, Article 95 EC), which
makes it possible to harmonise at Community level certain aspects of national law, including industrial
property law.

36 In that regard, it must also be borne in mind that recourse to Article 100a as a legal basis is possible if
the aim is to prevent the emergence of future obstacles to trade resulting from the heterogenous development
of national laws provided that the emergence of such obstacles is likely and the measure in question is
designed to prevent them (see, among others, Case C-376/98 Germany v Parliament and Council [2000] ECR
I-8419, paragraph 86, and Case C-377/98 Netherlands v Parliament and Council [2001] ECR I-7079, paragraph
15).

37 In that connection, as the Court found at paragraphs 34 and 35 of its judgment in Case C-350/92 Spain v
Council [1995] ECR I-1985, at the time Regulation No 1768/92 was adopted, provisions concerning the
creation of a supplementary protection certificate for medicinal products existed in two Member States and
were at the draft stage in another State. That regulation establishes, as a matter of fact, a uniform Community
approach by creating a certificate which may be obtained by the holder of a national or European patent under
the same conditions in each Member State and by providing, in particular, for a uniform duration of
protection. It thus aims to prevent the heterogeneous development of national laws leading to further
disparities which would be likely to create obstacles to the free movement of medicinal products within the
Community and thus directly affect the establishment and the functioning of the internal market.

38 However, although, when Regulation No 1768/92 was adopted, all the Member States wished to protect
innovation in the pharmaceutical industry by making it possible, by granting a certificate, to provide sufficient
protection for holders of patents, enabling them to cover the investment put into the research (see, in that
connection, the third recital of Regulation No 1768/92), a number of them wished to protect for a longer
period the pursuit of other legitimate objectives concerning their public-health policies (see, in that regard, the
10th recital of that regulation) and, in particular, ensure the financial stability of their health system by
supporting the generic medicinal product manufacturing industry.

39 It is in order to take account of those different criteria that Article 19 of Regulation No 1768/92 made
transitional provision for different relevant dates.

40 The setting of different relevant dates for different Member States thus appears to be justified insofar as
each of those dates reflects the assessment made by each Member State in the light, in particular, of its health
system, the organisation and financing of which varies from one Member State to the next.

41 Moreover, as stated in paragraph 30 of the present judgment, Article 19 of Regulation No 1768/92 is
intended to apply only to products for which a first authorisation to be placed on the market as medicinal
products in the Member State in which the application was submitted had already been granted when that
regulation entered into force. The absence of harmonisation is therefore restricted to those products for which
a first authorisation to be placed on the market as medicinal products in the Community was granted between
1 January 1982 and 1 January 1988.

42 It follows from the foregoing that the principle of equality of treatment was not infringed by that scheme.

43 Secondly, so far as concerns the obligation to state reasons, it should be noted that, whilst the statement of
reasons required by Article 190 of the EEC Treaty (after amendment, Article 190 of the EC Treaty, now in
turn, Article 253 EC) must show clearly and unequivocally the reasoning
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of the Community authority which adopted the contested measure so as to enable the persons concerned to
ascertain the reasons for it and to enable the Court to exercise its review, it is not required to go into every
relevant point of fact and law. The question whether a statement of reasons for a measure satisfies those
requirements must be assessed with reference not only to its wording but also to its context and the entire
body of legal rules governing the matter in question (see, in particular, Case C-466/93 Atlanta
Fruchthandelsgesellschaft and Others (II) [1995] ECR I-3799, paragraph 16; Case C-122/94 Commission v
Council [1996] ECR I-881, paragraph 29; and Case C-183/95 Affish [1997] ECR I-4315, paragraph 63).

44 In that regard, the Court has previously held (see, among others, Case C-168/98 Luxembourg v Parliament
and Council [2000] ECR I-9131, paragraph 62) that, in the case of a measure of general application, the
statement of reasons may be confined to indicating the general situation which led to its adoption, on the one
hand, and the general objectives which it is intended to achieve, on the other.

45 Those conditions are fulfilled in the case of Regulation No 1768/92, the 10th recital of which states that a
fair balance should also be struck with regard to the determination of the transitional arrangements which
should enable the Community pharmaceutical industry to catch up to some extent with its main competitors
who, for a number of years, have been covered by laws guaranteeing them more adequate protection, while
making sure that the arrangements do not compromise the achievement of other legitimate objectives
concerning the health policies pursued both at national and Community level.

46 Those legitimate objectives concerning health policies include, in some circumstances, the financial stability
of the health system of the Member States.

47 For all those reasons, it must be held that consideration of the second question referred has disclosed no
factor capable of affecting the validity of Article 19 of Regulation No 1768/92.

The first question

The first part of the first question

48 By the first part of its first question, the national court is asking whether the concept of `first authorisation
to place... on the market', which appears in Article 19(1) of Regulation No 1768/92, refers solely to a
marketing authorisation in accordance with Directive 65/65 or Council Directive 81/851/EEC of 28 September
1981 on the approximation of the laws of the Member States relating to veterinary medicinal products (OJ
1981 L 317, p. 1), or whether it may also include authorisations required under national legislation on the
pricing of medicinal products, where they may only actually be marketed after agreement by the competent
national authorities regarding the setting of the price of or the reimbursement for medicinal products.

49 According to Hässle, there is no first marketing authorisation within the meaning of Article 19(1) of
Regulation No 1768/92 until the medicinal product concerned may actually be marketed. The concept of `first
authorisation to place... on the market' in that provision thus refers, in the absence of express reference to
Directive 65/65, to the authorisations required under national legislation on pricing or to those granted by
national social security bodies which reimburse proprietary medicinal products.

50 Such an interpretation is corroborated by the wording and the purpose of Regulation No 1768/92. With
regard to the wording, Article 19(1), unlike other provisions in the regulation, does not specify that the first
marketing authorisation must be obtained in accordance with Directive 65/65. From a teleological point of
view, Hässle submits that the purpose of creating the certificate extending the duration of protection of the
patent was to make it possible to compensate for the
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time necessary to obtain various authorisations. However, such protection would be illusory if the time which
may have elapsed between the grant of the marketing authorisation in accordance with that directive and
actual exploitation of a patent was not compensated.

51 On the other hand, Ratiopharm, the Danish, Spanish, French and Netherlands Governments and the
Commission contend that the authorisation mentioned in Article 19(1) of Regulation No 1768/92 refers to the
marketing authorisation issued in accordance with Directive 65/65, and obtention of any other authorisation
issued subsequently, concerning in particular authorisation for or establishment of the price of the medicinal
product in those States where it is fixed by the authorities, is of no relevance.

Reply of the Court

52 It should be pointed out that the authorisation procedure in issue in the main proceedings concerns a
medicinal product for human use rather than a veterinary medicinal product, so that the first question is to be
examined solely in the light of Directive 65/65.

53 It is therefore appropriate to ascertain whether the words `first authorisation to place... on the market' in
Article 19(1) of Regulation No 1768/92 refer solely to a marketing authorisation in accordance with Directive
65/65 or whether they also refer to an authorisation required under national legislation on the fixing of prices
of or reimbursement for medicinal products, such as the authorisation granted on 17 December 1987 to Hässle
by the Luxembourg authorities in the case in the main proceedings.

54 In that connection, while the wording of Article 19(1) of Regulation No 1768/92 does not make it clear
that the first marketing authorisation mentioned therein must be obtained in accordance with Directive 65/65,
in the absence of an express reference to that directive, neither does that fact rule out such an interpretation.

55 It is, therefore, necessary to place that expression in its context and to interpret it in relation to the spirit
and purpose of the provision in question.

56 First, neither Article 19 of Regulation No 1768/92, nor any other provision of that regulation, nor the
recitals therein mentions, whether expressly or by implication, any authorisation other than that relating to
provisions on medicinal products in accordance with Directive 65/65, and in particular no mention is made of
any authorisation issued by the competent national authorities with regard to the fixing of prices or
reimbursement for medicinal products. The scope of Regulation No 1768/92 is specifically defined, in Article
2 thereof, as extending to products protected by a patent which are subject, prior to being placed on the
market as medicinal products, to an administrative authorisation procedure as laid down in Council Directive
65/65.

57 There is thus nothing to justify the words `authorisation to place ... on the market' being interpreted
differently depending on which provision of Regulation No 1768/92 they appear in. In particular, those words
cannot be construed as having a different meaning according to whether they appear in Article 3 or Article
19, especially when it is apparent from Article 8(1)(a)(iv) and (c) that the marketing authorisation referred to
in Article 3(b) may also be the first marketing authorisation in the Community.

58 It follows therefrom that the `first authorisation to place... on the market... in the Community', mentioned
in, among others, Article 19(1) of Regulation No 1768/92, must, like the `authorisation to place ... on the
market' mentioned in Article 3 of that regulation, be a marketing authorisation issued in accordance with
Directive 65/65.

59 Secondly, contrary to Hässle's contention, even if the certificate does no more than compensate for the
time which elapses between lodging the patent application and the issuing of a marketing
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authorisation in accordance with Directive 65/65, the protection conferred by that certificate, which extends
that conferred by the patent, is not illusory. Furthermore, it is clear from the eighth recital and from Article
13(1) of Regulation No 1768/92 that the duration of the certificate is at least five years shorter than the
period which may have elapsed between the patent application and the issuing of a marketing authorisation,
which shows that the Community legislature did not pursue at all the objective of compensating in its entirety
the loss of effective protection conferred by a patent as a result of lead times required by protected products.

60 Thirdly, that interpretation is the only one which can satisfy the requirements of legal certainty. Contrary
to the marketing authorisation procedure provided for by Directive 65/65, the other authorisation procedures
relied upon by Hässle concerning the fixing of prices or reimbursement for medicinal products are entirely
national matters inasmuch as they have not been harmonised at Community level. Consequently, if Article 19
of Regulation No 1768/92 were to be interpreted as referring to such authorisations, the persons covered by
that regulation would not be aware of the existence or the nature of other obstacles to the placing of products
on the market in the various Member States, thus creating the kind of legal uncertainty which the
abovementioned regulation was precisely intended to remedy.

61 It follows that the `first authorisation to place... on the market' mentioned in Article 19(1) of Regulation
No 1768/92 refers only to the marketing authorisation relating to provisions on medicinal products in
accordance with Directive 65/65.

The second part of the first question

62 By the second part of its first question, the national court is essentially asking whether the words `first
authorisation to place... on the market... in the Community' in Article 19(1) of Regulation No 1768/92 refer to
the first marketing authorisation in the Member State in which the application was submitted or the first
marketing authorisation in any of the Member States.

63 Hässle submits that a certificate may not be issued pursuant to Article 19 of Regulation No 1768/92 unless
the `first authorisation to place ... on the market... in the Community' is subsequent to the relevant date fixed
by that article, so that it seems to be a condition for granting the certificate. However, relying on
Yamanouchi Pharmaceutical, cited above, it argues that the only condition for granting a certificate pursuant to
Article 19 of Regulation No 1768/92 is the marketing authorisation referred to in Article 3(b) and (d) thereof,
namely the first marketing authorisation issued in the Member State in which the certificate was applied for.
On the other hand, another marketing authorisation issued previously in another Member State would serve
only to determine the duration of the certificate granted. Accordingly, the `first authorisation to place ... on
the market... in the Community' mentioned in Article 19 of Regulation No 1768/92 is the first marketing
authorisation issued in the Member State in which the application for a certificate was submitted.

64 That interpretation is borne out, according to Hässle, by the use of the indefinite article in the German,
French, Italian and Dutch versions of Article 19(1) of Regulation No 1768/92, which purportedly shows that
there could be several first marketing authorisations in the Community, one for each Member State.

65 Moreover, the proposed interpretation is the only one which is compatible with the purpose of Regulation
No 1768/92, which is to improve as rapidly as possible the protection conferred on the patent holder.

66 On the other hand, Ratiopharm, the Spanish, French and Netherlands Governments and the Commission
claim that, in order to apply Article 19 of Regulation No 1768/92, account must be taken of the first
marketing authorisation issued in any of the Member States.
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67 The Spanish and French Governments, recalling the wording of Articles 8 and 13 of Regulation No
1768/92, point out that there is perfect consistency between Articles 13 and 19 of that regulation both of
which make reference to the date of the first marketing authorisation in the Community.

68 The Danish Government merely points out that the application of Article 19(1) of Regulation No 1768/92
assumes that a valid marketing authorisation was obtained in the Member State in which the certificate is
applied for.

Reply of the Court

69 The textual argument put forward by Hässle that the use of the indefinite article in the German, French,
Italian and Dutch version of Article 19(1) of Regulation No 1768/92 purportedly shows that there could be
several first marketing authorisations in the Community founders where other language versions of that
provision, in particular the English version, use the definite article.

70 According to settled case-law, the various language versions of a provision of Community law must be
uniformly interpreted and, in the case of divergence between those versions, the provision in question must be
interpreted by reference to the purpose and general scheme of the rules of which it forms part (Case C-257/00
Givane and Others [2003] ECR I-345, paragraph 37, and the case-law cited).

71 Since a literal interpretation of the words `first authorisation to place ... on the market... in the Community'
in Article 19(1) of Regulation No 1768/92 does not provide an unequivocal answer to the question referred, it
is thus necessary to place that expression in its context and to interpret it in relation to the purpose of the
provision in question.

72 In that connection, as stated in paragraph 57 of the present judgment, the words `first authorisation to
place... on the market' must not be interpreted differently depending on the provision of Regulation No
1768/92 in which they appear. The same is particularly true of the words `first authorisation to place... on the
market... in the Community' (see, to that effect, Yamanouchi Pharmaceutical, cited above, paragraphs 23 and
24).

73 At paragraph 24 of Yamanouchi Pharmaceutical, the Court held that the effect of Articles 8(1)(a)(iv) and
(b), 9(2)(d) and 11(1)(d) of Regulation No 1768/92 is that the first marketing authorisation in the Community
is not intended to take the place of the marketing authorisation provided for in Article 3(b) of the
abovementioned regulation, that is to say, the authorisation granted by the Member State in which the
application is submitted; instead, it constitutes a further condition applying in the event that the latter
authorisation is not the first authorisation to place the product on the market as a medicinal product in the
Community.

74 If Regulation No 1768/92 were to be interpreted as meaning that the first marketing authorisation in the
Community is the first marketing authorisation issued in the Member State in which the application is
submitted, it would be systematically confused with the marketing authorisation provided for in Article 3(b)
and (d) of that regulation and would thus not constitute an additional condition. Articles 8(1)(a)(iv) and (c),
9(2)(e) and 11(1)(d) of the abovementioned regulation would thus be rendered devoid of purpose.

75 Thus, contrary to Hässle's argument, its interpretation of Article 19(1) of Regulation No 1768/92 is
invalidated by the judgment in Yamanouchi Pharmaceutical.

76 Furthermore, the interpretation to the effect that the words `first authorisation to place... on the market... in
the Community' in Article 19(1) of Regulation No 1768/92 refer to the first marketing authorisation issued in
any of the Member States of the Community is supported by the purpose of the abovementioned regulation,
set out in the sixth recital thereof, which is that a uniform solution at Community level should be provided
for.
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77 As the Advocate General pointed out in paragraph 85 of her Opinion, in view of the method for
calculating the duration of the certificate laid down in Article 13 of Regulation No 1768/92, only that
interpretation makes it possible to ensure that the extension of the protection conferred by the patent, so far as
concerns the product covered by the certificate, will come to an end at the same moment in all the Member
States where the certificate was granted.

78 It follows that the words `first authorisation to place... on the market ... in the Community' in Article 19(1)
of Regulation No 1768/92 refer to the first marketing authorisation granted in any of the Member States.

79 The answer to the first question must be that, so far as concerns medicinal products for human use, the
concept of `first authorisation to place ... on the market... in the Community', in Article 19(1) of Regulation
No 1768/92, refers solely to the first authorisation required under provisions on medicinal products, in
accordance with Directive 65/65, granted in any of the Member States, and does not therefore refer to
authorisations required under legislation on pricing of or reimbursement for medicinal products.

The third question

80 By its third question, the national court is asking, in essence, whether a certificate which, contrary to
Article 19 of Regulation No 1768/92, has been delivered where the first marketing authorisation in the
Community was obtained prior to the relevant date fixed by that provision is invalid pursuant to Article 15 of
that regulation or whether all that is necessary is to rectify the duration of its validity.

81 According to Hässle and the Danish and Netherlands Governments, the grounds of invalidity listed in
Article 15(1) of Regulation No 1768/92 are exhaustive, so that infringement of Article 19(1) thereof cannot
result in the invalidity of the certificate. They base their arguments in particular on the exhaustive nature of
the grounds of invalidity mentioned in Article 15(1). Hässle and the Danish Government claim that the only
possible penalty for non-compliance with the relevant date is rectification of the duration of the validity of the
certificate. The Netherlands Government, for its part, maintains that penalties are a matter for national law.

82 On the other hand, Ratiopharm, the French Government and the Commission submit that Articles 15(1)(a)
and 19(1) of Regulation No 1768/92 must be interpreted as meaning that a certificate issued contrary to the
relevant-date rule laid down in Article 19(1) is invalid.

83 According to the Commission, the grounds of invalidity set out in Article 15(1) of Regulation No 1768/92
should be applied by analogy to non-compliance with the relevant date in Article 19(1) thereof. Infringement
of the former provision is comparable to the case of the certificate being issued contrary to the requirements
of Article 3 of the abovementioned regulation.

Reply of the Court

84 It is clear from paragraphs 26 to 30 of the present judgment that the purpose of Article 19 of Regulation
No 1768/92 is to provide, in certain circumstances, the possibility of obtaining, within a period of six months
from the date on which that regulation enters into force, a certificate for the products for which the first
authorisation to place them on the market as medicinal products was granted before the abovementioned date
in the Member State in which the application was submitted.

85 Article 19(2) of Regulation No 1768/92 thus operates, in the circumstances provided for in Article 19(1),
as a derogation from Article 7, pursuant to which an application for a certificate must be lodged within six
months of the date on which the marketing authorisation or, as the case may be, the basic patent is granted.

86 One of the conditions for the application of those derogatory transitional arrangements is the
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requirement that the first marketing authorisation in the Community should have been obtained after the
relevant date fixed for the Member State in which the application is submitted, in Article 19(1) of Regulation
No 1768/92. That requirement has the appearance of a further material condition, in addition to the
conditions laid down in Article 3 thereof (see Yamanouchi Pharmaceutical, cited above, paragraph 28), for
obtaining a certificate in the context of those arrangements. It therefore constitutes a condition which defines
the material scope of Article 19 of Regulation No 1768/92.

87 Failure to comply with that requirement is not without relevance when assessing the validity of a
certificate. Any interpretation to the contrary would jeopardise the practical effect of Article 19(1) of
Regulation No 1768/92, which is to make it impossible that a certificate could still be issued where the first
marketing authorisation in the Community was obtained too long ago.

88 It follows that, when a mistake has been committed regarding the date of the first marketing authorisation
in the Community but that date is subsequent to the relevant date fixed in Article 19(1) of Regulation No
1768/92, so that the article is not infringed, it is necessary only to rectify the date of expiry of the certificate
(see, in that connection, recital 17 and Article 17(2) of Regulation No 1610/96).

89 However, where a mistake has been committed regarding the date of the first marketing authorisation in
the Community and it appears that that date is in point of fact prior to the relevant date fixed in Article 19(1)
of Regulation No 1768/92, so that the article has been infringed, the certificate must be declared invalid
pursuant to Article 15 of that regulation.

90 Article 19 of Regulation No 1768/92 cannot be interpreted independently but must be interpreted in
conjunction with Article 3 thereof. However, as the Commission rightly pointed out, infringement of Article
19 is comparable to the case of the certificate being issued contrary to the requirements of Article 3.

91 That must be the outcome of non-compliance with the relevant date provided for in Article 19(1) of
Regulation No 1768/92 even if it is not possible to infer from the wording or the origin of Article 15(1) of
the aforementioned regulation that the list of grounds of invalidity of a certificate set out therein is not
exhaustive.

92 The answer to the third question must therefore be that a certificate which, contrary to the requirements of
Article 19 of Regulation No 1768/92, has been delivered where the first marketing authorisation in the
Community was obtained prior to the relevant date fixed by that provision is invalid pursuant to Article 15
thereof.

The fourth question

93 In view of the answer to the third question, it is unnecessary to reply to the fourth question.

DOCNUM 62000J0127

AUTHOR Court of Justice of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2003 Page I-14781

© An extract from a JUSTIS database



62000J0127 European Court reports 2003 Page I-14781 15

DOC 2003/12/11

LODGED 2000/04/03

JURCIT 11957E100 : N 35 36
11957E190 : N 43
31965L0065 : N 3 25 52 - 54 56 58 - 61
31992R1768 : N 6 15 35 37 38 45
31992R1768-A01 : N 7
31992R1768-A02 : N 8 56
31992R1768-A03 : N 9 57 58
31992R1768-A07 : N 10
31992R1768-A08 : N 11 25 57
31992R1768-A13 : N 12 25 59
31992R1768-A15 : N 1 13
31992R1768A- A19 : N 1 14 25 39 41 47 52 - 54 56 - 58 60 61 69 71
31996R1610-A17 : N 17 25
61998J0376 : N 36
61998J0377 : N 36
61992J0350 : N 37
61993J0466 : N 43
61994J0122 : N 43
61995J0183 : N 43
61998J0168 : N 44
62000J0257 : N 70

CONCERNS Interprets 31965L0065 -
Interprets 31992R1768 -A15
Interprets 31992R1768 -A19

SUB Approximation of laws ; Agriculture ; Veterinary legislation

AUTLANG German

OBSERV Denmark ; Spain ; France ; Netherlands ; Member States ; Commission ;
Institutions

NATIONA Federal Republic of Germany

NATCOUR *A9* Bundesgerichtshof, Beschluß vom 01/02/2000 (X ZR 237/98) ; -
Gewerblicher Rechtsschutz und Urheberrecht 2000 p.392-396 ; - Wettbewerb in
Recht und Praxis 2000 p.405-410 ; - Recht der internationalen Wirtschaft p.301
(résumé)

NOTES Driessen, J.L.: Bijblad bij de industriele eigendom 2004 p.3-4 ; Ferrari, Giuseppe
Franco: Diritto pubblico comparato ed europeo 2004 p.389-391

PROCEDU Reference for a preliminary ruling

ADVGEN Stix-Hackl

JUDGRAP Macken

DATES of document: 11/12/2003
of application: 03/04/2000

© An extract from a JUSTIS database



61999J0258 European Court reports 2001 Page I-03643 1

Judgment of the Court (Sixth Chamber)
of 10 May 2001

BASF AG v Bureau voor de Industriele Eigendom.
Reference for a preliminary ruling: Arrondissementsrechtbank 's-Gravenhage - Netherlands.

Regulation (EC) No 1610/96 - Plant protection products - Supplementary protection certificate.
Case C-258/99.

1. Approximation of laws - Uniform laws - Industrial and commercial property - Patent law - Supplementary
protection certificate for plant protection products - Conditions of obtaining - Obtaining of a first authorisation
to place the product on the market as a plant protection product - Product - Definition

(Parliament and Council Regulation No 1610/96, Art. 3)

2. Approximation of laws - Uniform laws - Industrial and commercial property - Patent law - Supplementary
protection certificate for plant protection products - Conditions of obtaining - Product protected by a basic
patent - Obtaining of a first authorisation to place the product on the market as a plant protection product -
Product differing from a previously authorised product only in the proportion of the active chemical compound
to the impurity it contains

(Parliament and Council Regulation No 1610/96, Art. 3(1)(a) and (d))

1. The concept of a product within the meaning of Article 3 of Regulation No 1610/96 concerning the
creation of a supplementary protection certificate for plant protection products covers chemical elements and
their compounds, as they occur naturally or by manufacture, including any impurity inevitably resulting from
the manufacturing process, which have general or specific action against harmful organisms or on plants, parts
of plants or plant products. Two products which differ only in the proportion of the active chemical
compound to the impurity they contain, one having a greater percentage of the impurity than the other, must
be regarded as the same product within the meaning of that article. The fact that a marketing authorisation
must be obtained for the new plant protection product which has a different proportion of active chemical
compound to impurity from that of the former plant protection product is not relevant for the purposes of
establishing whether or not the constituent products of those plant protection products are the same.

(see paras 25, 29, 32 and operative part 1-3 )

2. The conditions laid down in Article 3(1)(a) and (d) of Regulation No 1610/96 concerning the creation of a
supplementary protection certificate for plant protection products are, in any event, not all satisfied where a
product, as a plant protection product, manufactured according to a patented process and the subject of a
marketing authorisation, differs from a previously authorised product, as a plant protection product, only in the
proportion of the active chemical compound to the impurity it contains, the percentage of impurity being
greater in the older product than in the new one, and where that process patent has been designated as the
basic patent.

(see para. 38 and operative part 4 )

In Case C-258/99,

REFERENCE to the Court under Article 234 EC by the Arrondissementsrechtbank 's-Gravenhage, Netherlands,
for a preliminary ruling in the proceedings pending before that court between

BASF AG

and

Bureau voor de Industriele Eigendom (BIE),
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on the interpretation of Articles 1 and 3 of Regulation (EC) No 1610/96 of the European Parliament and of
the Council of 23 July 1996 concerning the creation of a supplementary protection certificate for plant
protection products (OJ 1996 L 198, p. 30),

THE COURT (Sixth Chamber),

composed of: C. Gulmann (Rapporteur), President of the Chamber, V. Skouris, J.-P. Puissochet, R. Schintgen
and F. Macken, Judges,

Advocate General: F.G. Jacobs,

Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- BASF AG, by P. Kuipers and W. VerLoren van Themaat, Advocaten,

- Bureau voor de Industriele Eigendom (BIE), by C. Eskes and R.A. Grootoonk, acting as Agents,

- the German Government, by W.-D. Plessing and A. Dittrich, acting as Agents,

- the United Kingdom Government, by R. Magrill, acting as Agent, and D. Alexander, Barrister,

- the Commission of the European Communities, by K. Banks and H.M.H. Speyart, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of BASF AG, represented by P. Kuipers and W. VerLoren, the Netherlands
Government, represented by M.A. Fierstra, acting as Agent, the United Kingdom Government, represented by
D. Alexander, and the Commission, represented by H.M.H. Speyart, at the hearing on 12 October 2000,

after hearing the Opinion of the Advocate General at the sitting on 30 November 2000,

gives the following

Judgment

Costs

39 The costs incurred by the Netherlands, German and United Kingdom Governments and by the Commission,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the action pending before the national court, the decision on costs is
a matter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in answer to the questions referred to it by the Arrondissementsrechtbank 's-Gravenhage by order of 2 July
1999, hereby rules:

1. The concept of a product within the meaning of Article 3 of Regulation (EC) No 1610/96 of the European
Parliament and of the Council of 23 July 1996 concerning the creation of a supplementary protection
certificate for plant protection products covers chemical elements and their compounds, as they occur naturally
or by manufacture, including any impurity inevitably resulting from the manufacturing process, which have
general or specific action against harmful organisms or on plants, parts of plants or plant products.

2. Two products which differ only in the proportion of the active chemical compound to the impurity they
contain, one having a greater percentage of the impurity than the other, must be regarded as
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the same product within the meaning of Article 3 of Regulation No 1610/96.

3. The fact that a marketing authorisation must be obtained for the new plant protection product which has a
different proportion of active chemical compound to impurity from that of the former plant protection product
is not relevant for the purposes of establishing whether or not the constituent products of those plant
protection products are the same.

4. The conditions laid down in Article 3(1)(a) and (d) of Regulation No 1610/96 are, in any event, not all
satisfied where a product, as a plant protection product, manufactured according to a patented process and the
subject of a marketing authorisation, differs from a previously authorised product, as a plant protection
product, only in the proportion of the active chemical compound to the impurity it contains, the percentage of
impurity being greater in the older product than in the new one, and where that process patent has been
designated as the basic patent.

1 By order of 2 July 1999, received at the Court on 12 July 1999, the Arrondissementsrechtbank
's-Gravenhage (District Court, The Hague) referred to the Court for a preliminary ruling under Article 234 EC
two questions on the interpretation of Articles 1 and 3 of Regulation (EC) No 1610/96 of the European
Parliament and of the Council of 23 July 1996 concerning the creation of a supplementary protection
certificate for plant protection products (OJ 1996 L 198, p. 30).

2 Those questions were raised in proceedings brought by BASF AG against the refusal of the Bureau voor de
Industriele Eigendom (BIE) (Industrial Property Office, hereinafter the Office) to grant it a supplementary
protection certificate (SPC) for the product known as chloridazon as a plant protection product.

Community law background

3 It appears from the fifth and sixth recitals in the preamble to Regulation No 1610/96 that, before it was
adopted, the length of effective protection conferred by a patent was insufficient to cover the investment put
into plant protection research and to generate the resources needed to maintain a high level of research, thus
penalising the competitiveness of that sector. The aim of the regulation is precisely to make good that
insufficiency by introducing SPCs for plant protection products.

4 Article 1 of Regulation No 1610/96 states:

For the purposes of this Regulation, the following definitions shall apply:

1. "plant protection products": active substances and preparations containing one or more active substances, put
up in the form in which they are supplied to the user, intended to:

...

(d) destroy undesirable plants...

...

2. "substances": chemical elements and their compounds, as they occur naturally or by manufacture, including
any impurity inevitably resulting from the manufacturing process;

3. "active substances": substances or micro-organisms including viruses, having general or specific action:

(a) against harmful organisms; or

(b) on plants, parts of plants or plant products;

4. "preparations": mixtures or solutions composed of two or more substances, of which at least one

© An extract from a JUSTIS database



61999J0258 European Court reports 2001 Page I-03643 4

is an active substance, intended for use as plant protection products;

...

8. "product": the active substance as defined in point 3 or combination of active substances of a plant
protection product;

9. "basic patent": a patent which protects a product as defined in point 8 as such, a preparation as defined in
point 4, a process to obtain a product or an application of a product, and which is designated by its holder for
the purpose of the procedure for grant of a certificate;

....

5 Article 3 of Regulation No 1610/96, which defines the conditions for obtaining an SPC, reads as follows:

1. A certificate shall be granted if, in the Member State in which the application referred to in Article 7 is
submitted, at the date of that application:

(a) the product is protected by a basic patent in force;

(b) a valid authorisation to place the product on the market as a plant protection product has been granted in
accordance with Article 4 of Directive 91/414/EEC or an equivalent provision of national law;

(c) the product has not already been the subject of a certificate;

(d) the authorisation referred to in (b) is the first authorisation to place the product on the market as a plant
protection product.

2. The holder of more than one patent for the same product shall not be granted more than one certificate for
that product. However, where two or more applications concerning the same product and emanating from two
or more holders of different patents are pending, one certificate for this product may be issued to each of
these holders.

The main proceedings

6 On 27 February 1967 the Netherlands Minister for Agriculture and Fisheries granted BASF marketing
authorisation 3594 N for the pesticide Pyramin, containing chloridazon as active substance.

7 On 23 June 1982 European patent EP 0 026 847, valid for ten named States including the Netherlands, was
granted to BASF for a process for the manufacture of chloridazon.

8 On 19 January 1987 the Netherlands Minister for Agriculture and Fisheries granted BASF marketing
authorisation 9582 N for the pesticide Pyramin DF, containing chloridazon as active substance.

9 Chloridazon is a substance made up of two compounds, 4-amino-5-chloro-1-phenyl-pyridazon-6 and
5-amino-4-chloro-1-phenyl-pyridazon-6. The former is active and the latter, which is an isomer of the former,
is inactive or scarcely active, and must in fact be regarded as an impurity.

10 It is agreed that the proportion of the active compound to the impurity is 80% maximum to 20% minimum
in the case of Pyramin and 90% minimum to 10% maximum in the case of Pyramin DF, and that the change
in proportion was achieved by the new manufacturing process described in basic patent EP 0 026 847.

11 On 3 March 1997 BASF applied to the Office for an SPC for chloridazon as a plant protection product.

12 The Office rejected the application by decision of 26 September 1997. BASF's complaint against that
decision was declared unfounded by the Office, by decision of 19 February 1998. BASF therefore,
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on 31 March 1998, brought proceedings in the Arrondissementsrechtbank 's-Gravenhage against the rejection
of its complaint.

13 The national court notes that the Office refused BASF's application on the ground that the condition laid
down in Article 3(1)(d) of Regulation No 1610/96 was not satisfied. According to the Office, marketing
authorisation 9582 N, relied on by BASF, cannot be regarded as a first marketing authorisation within the
meaning of that provision, as both it and marketing authorisation 3594 N were granted for plant protection
products containing chloridazon as sole active substance. Since impurities such as that mentioned in paragraph
9 above do not form part of the concept of a product as defined in Article 1(8) of Regulation No 1610/96,
the two marketing authorisations must be regarded as referring to the same product within the meaning of
Article 3 of that regulation.

14 BASF submits that the more concentrated chloridazon obtained by the process described in patent EP 0
026 847 of 1982 and sold under the name Pyramin DF is a different product from the chloridazon previously
manufactured and sold under the name Pyramin. The marketing authorisation issued in 1987 for Pyramin DF
should consequently be regarded as the first marketing authorisation within the meaning of Article 3(1)(d) of
Regulation No 1610/96.

15 BASF submits in particular that a product within the meaning of Regulation No 1610/96 includes the
active substance and the impurities. There is therefore a different product where the proportion of active
substance to impurities is substantially altered. Moreover, the fact that a new marketing authorisation was
granted for the chloridazon obtained by using the new patent and known as Pyramin DF proves that it
constitutes a new product within the meaning of that regulation. Further, BASF submits that if an SPC could
only be granted for products which have a different or new active substance, as the Office essentially submits,
patents for a process would not be adequately protected and Regulation No 1610/96 would fail to reach its
objective. Such patents generally relate not to entirely new products but to existing products whose
composition is different as a result of the new processes which have been discovered.

16 The Arrondissementsrechtbank 's-Gravenhage considers that it follows from Regulation No 1610/96 that the
regulation was enacted with the purpose of ensuring, by means of the SPC, adequate protection of plant
protection research, and that for that purpose no distinction is drawn between product patents and process
patents. That court observes that, according to the Office's interpretation of the regulation, an SPC will
practically never be obtainable for a process patent, since the application of such a patent generally does not
make it possible to obtain an entirely new product - containing new active substances - but only to alter the
composition of an existing product. In the majority of cases, a marketing authorisation will already have been
granted for the existing product, so that the marketing authorisation subsequently granted cannot be relied on
as a first marketing authorisation within the meaning of Article 3(1)(d) of Regulation No 1610/96 for the
altered product manufactured according to the patented process.

17 The national court is uncertain whether this approach is consistent with the aim and purpose of Regulation
No 1610/96, and in particular whether the issue of an SPC for a process patent may depend on the more or
less fortuitous circumstance that a marketing authorisation has not yet been granted for the existing product
whose composition is altered by the process which has been patented.

18 In those circumstances, the Arrondissementsrechtbank 's-Gravenhage stayed proceedings and referred the
following questions to the Court for a preliminary ruling:

1. (a) In the light of the definitions laid down in Article 1(2), (3) and (8) of Regulation (EC) No 1610/96
("the regulation"), must "product" within the meaning of Article 3 of the regulation be understood as meaning
an active substance or the combination of active substances, as described
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in more detail in Article 1(3), as they occur naturally or by manufacture, including any impurity inevitably
resulting from the manufacturing process?

(b) Are identical products involved, for the purposes of the regulation, in the case where, by means of a new
process, a plant protection product is obtained which contains a lower amount of unavoidable impurities
than an existing plant protection product with the same active component?

(c) Does the issue of whether a new authorisation must be obtained for this new plant protection product have
any bearing on the answer to Question 1(b) and, if so, how much of a bearing does it have?

2. Are the conditions laid down in Article 3(1)(a) and (d) of the regulation satisfied if a plant protection
product has been produced by means of a patented process, as a result of which it contains a lower amount of
unavoidable impurities than an existing plant protection product with the same active substance, a new
authorisation has been obtained for that new plant protection product, and the patent covering the
manufacturing process in question was designated as the basic patent within the meaning of Article 3(1),
opening passage and subparagraph (a)?

Question 1

The first part of Question 1

19 By the first part of Question 1, the national court is essentially seeking a definition of the concept of a
product within the meaning of Article 3 of Regulation No 1610/96.

20 It must be noted that, according to Article 1(8) of Regulation No 1610/96, a product means the active
substance as defined in Article 1(3) or combination of active substances of a plant protection product.

21 Under Article 1(3) of that regulation, active substances are inter alia substances having general or specific
action against harmful organisms or on plants, parts of plants or plant products.

22 Under Article 1(2) of that regulation, substances are defined as chemical elements and their compounds, as
they occur naturally or by manufacture, including any impurity inevitably resulting from the manufacturing
process.

23 It follows from points 2, 3 and 8 of Article 1 of Regulation No 1610/96, taken together, that the concept
of a product covers chemical elements and their compounds, as they occur naturally or by manufacture,
including any impurity inevitably resulting from the manufacturing process, which have general or specific
action against harmful organisms or on plants, parts of plants or plant products.

24 Article 3 of Regulation No 1610/96, which lays down the conditions for obtaining an SPC, is based on the
concept of a product. There is no indication that that concept differs from that of a product as defined in
Article 1 of the regulation for the purposes of that same regulation.

25 The answer to the first part of Question 1 must therefore be that the concept of a product within the
meaning of Article 3 of Regulation No 1610/96 covers chemical elements and their compounds, as they occur
naturally or by manufacture, including any impurity inevitably resulting from the manufacturing process, which
have general or specific action against harmful organisms or on plants, parts of plants or plant products.

The second part of Question 1

26 By the second part of Question 1, the national court is essentially asking whether two products which
differ only in the proportion of the active chemical compound to the impurity they contain, one having a
greater percentage of the impurity than the other, must be regarded as the same product
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within the meaning of Article 3 of Regulation No 1610/96.

27 It follows from the answer to the first part of Question 1 that two products which are constituted of the
same chemical compound having the same general or specific action against harmful organisms or on plants,
parts of plants or plant products, and including any impurity inevitably resulting from the manufacturing
process, must be regarded as identical.

28 It is therefore apparent that a product may be identified by its chemical compound and its action on the
targets mentioned in the preceding paragraph, whatever the impurities it contains. A fortiori, the nature of a
product cannot change solely because of an alteration in the unit quantity of impurities where both the
chemical compound it contains and that compound's action on its targets remain unchanged.

29 The answer to the second part of Question 1 must therefore be that two products which differ only in the
proportion of the active chemical compound to the impurity they contain, one having a greater percentage of
the impurity than the other, must be regarded as the same product within the meaning of Article 3 of
Regulation No 1610/96.

The third part of Question 1

30 By the third part of Question 1, the national court asks whether the fact that a marketing authorisation
must be obtained for the new plant protection product which has a different proportion of active chemical
compound to impurity from that of the former plant protection product is relevant for the purposes of
establishing whether or not the constituent products of those plant protection products are the same.

31 As follows from the foregoing, the marketing authorisation is not among the criteria used by Regulation
No 1610/96 for defining the concept of a product.

32 The answer to the third part of Question 1 must therefore be that the fact that a marketing authorisation
must be obtained for the new plant protection product which has a different proportion of active chemical
compound to impurity from that of the former plant protection product is not relevant for the purposes of
establishing whether or not the constituent products of those plant protection products are the same.

Question 2

33 By this question the national court is essentially asking whether the conditions laid down in Article 3(1)(a)
and (d) of Regulation No 1610/96 are satisfied where a product, as a plant protection product, manufactured
according to a patented process and the subject of a marketing authorisation, differs from a previously
authorised product, as a plant protection product, only in the proportion of the active chemical compound to
the impurity it contains, the percentage of impurity being greater in the older product than in the new one,
and where that process patent has been designated as the basic patent.

34 It must be recalled that, as found in paragraph 29 above, where two products differ only in the proportion
of the active chemical compound to the impurity they contain, one having a higher proportion of impurity
than the other, they must be regarded as the same product within the meaning of Article 3 of Regulation No
1610/96.

35 Consequently, where a product, as a plant protection product, manufactured according to a patented process
and the subject of a marketing authorisation, differs from a previously authorised product, as a plant protection
product, only in the proportion of the active chemical compound to the impurity it contains, the percentage of
impurity being greater in the older product than in the new one, it must follow that those two plant protection
products contain the same product within the meaning of Article 3 of Regulation No 1610/96.
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36 The marketing authorisation for that product, as a plant protection product, manufactured according to a
patented process, cannot be regarded as the first marketing authorisation granted for that product, since the
product was already the subject of an earlier authorisation as a plant protection product.

37 It follows that, with respect to the product, as a plant protection product, manufactured according to a
patented process, the condition in Article 3(1)(d) of Regulation No 1610/96 is not satisfied.

38 Consequently, without it being necessary to take a position on whether the condition in Article 3(1)(a) of
Regulation No 1610/96 is satisfied, the answer to Question 2 must be that the conditions laid down in Article
3(1)(a) and (d) of Regulation No 1610/96 are, in any event, not all satisfied where a product, as a plant
protection product, manufactured according to a patented process and the subject of a marketing authorisation,
differs from a previously authorised product, as a plant protection product, only in the proportion of the active
chemical compound to the impurity it contains, the percentage of impurity being greater in the older product
than in the new one, and where that process patent has been designated as the basic patent.
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Judgment of the Court (Fifth Chamber)
of 16 September 1999

Farmitalia Carlo Erba Srl.
Reference for a preliminary ruling: Bundesgerichtshof - Germany.

Proprietary medicinal products - Supplementary protection certificate.
Case C-392/97.

1 Approximation of laws - Uniform laws - Industrial and commercial property - Patent law - Supplementary
protection certificate for medicinal products - Protection conferred by the certificate - Scope

(Council Regulation No 1768/92, Art. 3(b))

2 Approximation of laws - Uniform laws - Industrial and commercial property - Patent law - Supplementary
protection certificate for medicinal products - Condition for obtaining such a certificate - Product covered by a
basic patent in force - Assessment under the relevant rules

(Council Regulation No 1768/92, Art. 3(a))

1 On a proper construction of Regulation No 1768/92 concerning the creation of a supplementary protection
certificate for medicinal products and, in particular, Article 3(b) thereof, where a product in the form referred
to in the marketing authorisation is protected by a basic patent in force, the supplementary protection
certificate is capable of covering the product, as a medicinal product, in any of the forms enjoying the
protection of the basic patent. A different interpretation would frustrate the fundamental objective of the
Regulation, which is to provide for sufficient protection to encourage research in the pharmaceutical field,
which plays a decisive role in the continuing improvement in public health.

2 As Community law now stands, the provisions concerning patents have not yet been made the subject of
harmonisation at Community level or of an approximation of laws.

Accordingly, in order to determine - in connection with the application of Regulation No 1768/92 concerning
the creation of a supplementary protection certificate for medicinal products and, in particular, Article 3(a)
thereof, under which a certificate will be granted only if the product is protected by a basic patent in force -
whether a product is protected by a basic patent, reference must be made to the rules which govern that
patent.

In Case C-392/97,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the
Bundesgerichtshof, Germany, for a preliminary ruling in the proceedings brought before that court by

Farmitalia Carlo Erba Srl,

">on the interpretation of Article 3(a) and (b) of Council Regulation (EEC) No 1768/92 of 18 June 1992
concerning the creation of a supplementary protection certificate for medicinal products (OJ 1992 L 182, p.
1),

THE COURT

(Fifth Chamber),

composed of: J.-P. Puissochet, President of the Chamber, P. Jann, C. Gulmann (Rapporteur), D.A.O. Edward
and L. Sevon, Judges,

Advocate General: N. Fennelly,

Registrar: L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:
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- Farmitalia Carlo Erba Srl, by M. Kindler, Rechtsanwält, Munich,

- the German Government, by A. Dittrich, Ministerialrat in the Federal Ministry of Justice, and E. Röder,
Ministerialrat in the Federal Ministry of Economic Affairs, acting as Agents,

- the French Government, by K. Rispal-Bellanger, Head of the Subdirectorate for International Economic Law
and Community Law in the Legal Affairs Directorate of the Ministry of Foreign Affairs, and R.
Loosli-Surrans, Chargé de Mission in the same Directorate, acting as Agents,

- the Netherlands Government, by J.G. Lammers, Acting Legal Adviser in the Ministry of Foreign Affairs,
acting as Agent,

- the United Kingdom Government, by D. Cooper, Treasury Solicitor, acting as Agent,

- the Commission of the European Communities, by K. Banks, of its Legal Service, acting as Agent, assisted
by I. Brinker, of the Brussels Bar,

having regard to the Report for the Hearing,

after hearing the oral observations of Farmitalia Carlo Erba Srl, represented by M. Kindler; of the French
Government, represented by R. Loosli-Surrans; of the Netherlands Government, represented by J.S. van den
Oosterkamp, Deputy Legal Adviser in the Ministry of Foreign Affairs, acting as Agent; and of the
Commission, represented by K. Banks, assisted by I. Brinker, at the hearing on 4 March 1999,

after hearing the Opinion of the Advocate General at the sitting on 3 June 1999,

gives the following

Judgment

1 By order of 17 June 1997, received at the Court on 18 November 1997, the Bundesgerichtshof (Federal
Supreme Court) referred to the Court for a preliminary ruling under Article 177 of the EC Treaty (now
Article 234 EC) two questions on the interpretation of Article 3(a) and (b) of Council Regulation (EEC) No
1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for medicinal
products (OJ 1992 L 182, p. 1).

2 Those questions were raised in an appeal brought by Farmitalia Carlo Erba Srl (`Farmitalia') against the
rejection by the Bundespatentgericht (Federal Patent Court) of Farmitalia's application for the grant of a
supplementary protection certificate (`the certificate') in the terms used by that company.

3 It is clear from the third and fourth recitals in the preamble to Regulation No 1768/92 that, before the
regulation was adopted, the period of effective protection under the patent was insufficient to cover the
investment put into pharmaceutical research. The regulation is specifically intended to remedy that
insufficiency by creating a certificate for medicinal products.

4 Article 1 of Regulation No 1768/92 provides:

`For the purposes of this regulation:

(a) "medicinal product" means any substance or combination of substances presented for treating or preventing
disease in human beings or animals...;

(b) "product" means the active ingredient or combination of active ingredients of a medicinal product;

(c) "basic patent" means a patent which protects a product as defined in (b) as such, a process to obtain a
product or an application of a product, and which is designated by its holder for the purpose of the
procedure for grant of a certificate;
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(d) "certificate" means the supplementary protection certificate.'

5 Article 3 of Regulation No 1768/92, which defines the conditions for obtaining the certificate, provides:

`A certificate shall be granted if, in the Member State in which the application referred to in Article 7 is
submitted and at the date of that application:

(a) the product is protected by a basic patent in force;

(b) a valid authorisation to place the product on the market as a medicinal product has been granted in
accordance with Directive 65/65/EEC ...;

(c) the product has not already been the subject of a certificate;

(d) the authorisation referred to in (b) is the first authorisation to place the product on the market as a
medicinal product.'

6 Farmitalia was the holder of German patent No 25 25 633, notified on 9 June 1975, the legal period of
protection of which has now expired. The patent concerned alpha-anomers of 4-Demethoxy-daunomycin,
processes for manufacturing them and medicaments containing those compositions. Claims 1 and 4 of that
patent referred respectively to alpha-anomers of 4-Demethoxy-daunomycin with an indication of the
corresponding formula, and the medicaments containing one of the compositions referred to in Claims 1 and 2
and usual additives and/or vehicles.

7 The short designation recommended by the World Health Organisation for chemical compositions structured
according to the formula in Claim 1 is `idarubicin'.

8 In Germany, Farmitalia obtained market authorisation, under the names `Zavedos 5mg' and `Zavedos 10mg',
for medicinal products for treatment of acute myelitic leukaemias in humans, in which the active ingredient is
idarubicin hydrochloride and the ancillary ingredient is dehydrated lactose.

9 By decision of 9 June 1993 the Deutsche Patentamt (German Patent Office) issued to Farmitalia, on the
basis of Germany patent 25 25 633, a certificate `for the medicament Zavedos containing as its active
ingredient idarubicin hydrochloride'. It declined, however, to issue the certificate, which was primarily sought,
for `idarubicin and salt thereof including idarubicin hydrochloride'.

10 Farmitalia brought proceedings before the Bundespatentgericht seeking, primarily, to obtain a certificate for
`idarubicin and salts thereof including idarubicin hydrochloride' and, in the alternative, a certificate for
`idarubicin and idarubicin hydrochloride'. That application was rejected.

11 According to the Bundespatentgericht, both the main and the ancillary application fail to satisfy Article
3(b) of Regulation No 1768/92. By virtue of that provision, a certificate can be granted only for a product
which is stated to be an `active ingredient' in the decision to grant marketing authorisation under
pharmaceutical legislation. In the present case, that condition is fulfilled only in respect of the active
ingredient `idarubicin hydrochloride' which, at the time of notification of the application, was the only
ingredient to have received marketing authorisation under the pharmaceutical legislation applicable in
Germany.

12 According to the Bundespatentgericht, the main application also appears to be unfounded because the
conditions specified in Article 3(a) of Regulation No 1768/92 are not satisfied for all idarubicin salts. In
order to determine whether the product is `protected by a basic patent', reference must be made to the
subject-matter of the protection conferred by the patent, that is to say, the technical teaching which the basic
patent is intended to protect as patentable. The Bundespatentgericht points out that, in addition to the matters
set out verbatim in the specification, the only further matters required are those which, in the view of an
average expert, are self-explanatory or all but indispensable
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in regard to the patented teaching without the need for special mention, or which the expert, on an attentive
reading of the patent specification, can recognise without difficulty and follow at once in his own mind.

13 That is not the case regarding the idarubicin salts for which the claim is made in the proceedings before
the national court. To an average expert, it is neither self-explanatory nor immediately evident that, in
addition to idarubicin hydrochloride which is mentioned in an embodiment, any other idarubicin salts, not
mentioned in the patent itself, could yield the active ingredient of a medicinal substance distinguished by the
same properties as those stated in the patent. On the contrary, since their chemical composition is different
from that of idarubicin and idarubicin hydrochloride, the expert will be prompted at least to consider it
possible that differences exist in the therapeutic effectiveness of those salts.

14 In its appeal brought before the Bundesgerichtshof, Farmitalia maintains its request for the grant of a
certificate for `idarubicin and salts thereof including idarubicin hydrochloride' and, in the alternative, `for
idarubicin and idarubicin hydrochloride'.

15 Noting that Farmitalia has already obtained a certificate for idarubicin hydrochloride, the Bundesgerichtshof
considers that, for the purposes of its decision, an interpretation of Article 3(a) and (b) of Regulation No
1768/92, starting with (b), is needed. According to that court, only if the grant of a certificate is not restricted
to the active ingredient indicated in the marketing authorisation granted under the pharmaceutical legislation
will the application for a certificate not automatically fail under Article 3(b) of the regulation and will it be
necessary to deal with the other question, concerning Article 3(a), to ascertain what criteria determine whether
the product `is protected by a basic patent'. If the wording of the claim for the patent is decisive, then the
ancillary application must succeed. If, on the other hand, attention has to be focused on the whole area of
protection of the basic patent, the primary application made by the appellant in the main proceedings could be
well founded.

16 In those circumstances, the Bundesgerichtshof decided to stay proceedings and to refer the following
questions to the Court for a preliminary ruling:

`(1) Does Article 3(b) presuppose that the product in respect of which the grant of a protection certificate is
sought is described as an "active constituent" in the authorisation form marketing as a medicinal product?

Is, then, Article 3(b) not complied with where a single individual salt of an active ingredient is stated in the
notice of authorisation to be an "active constituent", but the issue of a protection certificate is sought for the
free base and/or for other salts of the active ingredient?

(2) If the questions at 1. are answered in the negative:

According to which criteria is it to be determined whether the product, as referred to in Article 3(a), is
protected by a basic patent where the issue of a protection certificate is sought for the free base of an active
ingredient including any of its salts, but the basic patent in its patent claims mentions only the free base of
that ingredient and, moreover, mentions in an embodiment a single salt of this free base? Is the wording of
the claim for the basic patent or the latter's scope of protection the determining criterion?'

The first question

17 By its first question, the national court asks, in substance, whether, on a proper construction of Article 3(b)
of Regulation No 1768/92, the certificate can protect the product only in the specific form stated in the
marketing authorisation.

18 In that regard, all the interested parties who have submitted observations have maintained,
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in particular, that while the certificate could protect only the particular salt form of the active ingredient
mentioned as the active constituent in the marketing authorisation, whereas the basic patent protects the active
ingredient as such as well as salts thereof, including the one which is the subject-matter of the marketing
authorisation, any competitor would be able, after the basic patent had expired, to apply for and, in some
circumstances, obtain marketing authorisation for a different salt of the same active ingredient, formerly
protected by that patent. It would therefore be possible for medicinal products which were, in principle,
therapeutically equivalent to that protected by the certificate to compete with the latter. The result would be to
frustrate the purpose of Regulation No 1768/92, which is to ensure the holder of the basic patent of
exclusivity on the market during a given period extending beyond the period of validity of the basic patent.

19 That line of argument must be accepted. If the certificate did not cover the actual medicinal product, as
protected by the basic patent and one of the possible forms of which is the subject-matter of a marketing
authorisation, the fundamental objective of Regulation No 1768/92, as set out in the first and second recitals
in the preamble thereto, which is to provide for sufficient protection to encourage research in the
pharmaceutical field, which plays a decisive role in the continuing improvement in public health, could not,
for the reasons set out in paragraph 18 of this judgment, be attained.

20 Moreover, it should be borne in mind that the 13th recital in the preamble to Regulation (EC) 1610/96 of
the European Parliament and of the Council of 23 July 1996 which, by virtue of the 17th recital, is also valid,
mutatis mutandis, for the interpretation inter alia of Article 3 of Regulation No 1768/92, states that the
certificate confers the same rights as those conferred by the basic patent, with the result that, where the basic
patent covers an active substance and its various derivatives (salts and esters), the certificate confers the same
protection.

21 Accordingly, where an active ingredient in the form of a salt is referred to in the marketing authorisation
concerned and is protected by a basic patent in force, the certificate is capable of covering the active
ingredient as such and also its various derived forms such as salts and esters, as medicinal products, in so far
as they are covered by the protection of the basic patent.

22 Consequently, the answer to the first question must be that, on a proper construction of Regulation No
1768/92 and, in particular, Article 3(b) thereof, where a product in the form referred to in the marketing
authorisation is protected by a basic patent in force, the certificate is capable of covering that product, as a
medicinal product, in any of the forms enjoying the protection of the basic patent.

The second question

23 By its second question, the Bundesgerichtshof is, in substance, asking what are the criteria, according to
Regulation No 1768/92, and in particular Article 3(a) thereof, for determining whether or not a product is
protected by a basic patent.

24 In that connection, it should be noted that one of the conditions for obtaining a certificate is that the
product should be protected by a basic patent in force.

25 As indicated in the seventh recital in the preamble to Regulation No 1768/92, the patent concerned may be
either national or European.

26 As Community law now stands, the provisions concerning patents have not yet been made the subject of
harmonisation at Community level or of an approximation of laws.

27 Accordingly, in the absence of Community harmonisation of patent law, the extent of patent protection can
be determined only in the light of the non-Community rules which govern patents.

28 As is clear in particular from paragraph 21 of this judgment, the protection conferred by the
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certificate cannot exceed the scope of the protection conferred by the basic patent.

29 The answer to be given to the second question must therefore be that, in order to determine, in connection
with the application of Regulation No 1768/92 and, in particular, Article 3(a) thereof, whether a product is
protected by a basic patent, reference must be made to the rules which govern that patent.

Costs

30 The costs incurred by the French, German, Netherlands and United Kingdom Governments and by the
Commission, which have submitted observations to the Court, are not recoverable. Since these proceedings are,
for the parties to the main proceedings, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT

(Fifth Chamber),

in answer to the questions referred to it by the Bundesgerichtshof by order of 17 June 1997, hereby rules:

1. On a proper construction of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the
creation of a supplementary protection certificate for medicinal products and, in particular, Article 3(b) thereof,
where a product in the form referred to in the marketing authorisation is protected by a basic patent in force,
the supplementary protection certificate is capable of covering the product, as a medicinal product, in any of
the forms enjoying the protection of the basic patent.

2. In order to determine, in connection with the application of Regulation No 1768/92 and, in particular,
Article 3(a) thereof, whether a product is protected by a basic patent, reference must be made to the rules
which govern that patent.
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Judgment of the Court (Sixth Chamber)
of 23 January 1997

Biogen Inc. v Smithkline Beecham Biologicals SA.
Reference for a preliminary ruling: Tribunal de commerce de Nivelles - Belgium.

Council Regulation (EEC) No 1768/92 - Supplementary protection certificate for medicinal products -
Refusal by the holder of the marketing authorization to provide a copy to the applicant for the

certificate.
Case C-181/95.

1 Approximation of laws - Uniform legislation - Industrial and commercial property - Patent right -
Supplementary protection certificate for medicinal products - Medicinal product protected by several basic
patents - Entitlement of each basic patent holder to a certificate

(Council Regulation No 1768/92, Arts 1(c), 3(c) and 6)

2 Approximation of laws - Uniform legislation - Industrial and commercial property - Patent right -
Supplementary protection certificate for medicinal products - Conditions for obtaining - Provision of a copy of
the marketing authorization - Obligation of the holder of the marketing authorization to provide a copy to the
holder of a basic patent - None - Right of the competent national authority to refuse to grant a certificate
failing presentation by the applicant of a copy of the authorization - Excluded

(Council Regulation No 1768/92, Art. 8(1)(b))

3 Regulation No 1768/92 concerning the creation of a supplementary protection certificate for medicinal
products, which was adopted to make up for the insufficiency of the effective protection under the patent to
cover the investment put into the pharmaceutical research, provides that the certificate may be obtained by the
holder of a national or European patent under the same conditions in each Member State. Article 6 of that
regulation confirms that the certificate is to be granted to the holder of the basic patent or his successor in
title, and Article 1(c) mentions the basic patents which may be designated for the purpose of the procedure for
the grant of a certificate, namely those which protect a product as such, a process to obtain a product or an
application of a product. The regulation thus seeks to confer supplementary protection on the holders of such
patents, without instituting any preferential ranking amongst them.

Consequently, where a medicinal product is covered by several basic patents, the regulation does not preclude
the grant of a supplementary protection certificate to each holder of a basic patent, subject to the proviso that,
in accordance with Article 3(c), only one certificate may be granted for each basic patent.

4 Regulation No 1768/92 concerning the creation of a supplementary protection certificate for medicinal
products does not require the holder of the marketing authorization to provide the holder of a patent which
constitutes a basic patent for the medicinal product in question with a copy of that authorization.

Whilst under Article 8(1)(b) of that regulation an application for a supplementary protection certificate must
contain a copy of the marketing authorization for the medicinal product, there is nothing in the regulation
requiring the holder of that authorization to provide the basic patent holder with a copy of it. Exercise of the
right to obtain a certificate referred to in Article 6 of the Regulation is in no way dependent on a
discretionary act on the part of the holder of the marketing authorization. The regulation does not, however,
preclude such an obligation from resulting from the contractual relationship between the holder of the patent
and the holder of the marketing authorization.

Nevertheless, the purpose of the requirement imposed by Article 8(1)(b) is simply to identify the product and
verify that the time-limit for submitting an application and, where applicable, the duration of the
supplementary protection are observed. It is therefore merely a formal requirement whose purpose is to
demonstrate the existence of an authorization to place the product on the market
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as a medicinal product.

Consequently, where the basic patent and the authorization to place the product on the market as a medicinal
product are held by different persons and the patent holder is unable to provide the competent national
authorities with a copy of that authorization in accordance with that provision, the application for a certificate
must not be refused on that ground alone, since by virtue of the mutual cooperation incumbent on the various
national authorities the national authority which is competent to grant the certificate can obtain a copy of the
marketing authorization from the national authority which issued it.

In Case C-181/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the Tribunal de Commerce, Nivelles,
Belgium, for a preliminary ruling in the proceedings pending before that court between

Biogen Inc.

and

Smithkline Beecham Biologicals SA

on the interpretation of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the creation of a
supplementary protection certificate for medicinal products (OJ 1992 L 182, p. 1),

THE COURT

(Sixth Chamber),

composed of: J.L. Murray, President of the Fourth Chamber, acting for the President of the Sixth Chamber,
C.N. Kakouris, P.J.G. Kapteyn, G. Hirsch (Rapporteur) and H. Ragnemalm, Judges,

Advocate General: N. Fennelly,

Registrar: H.A. Rühl, Principal Administrator,

after considering the written observations submitted on behalf of:

- Biogen Inc., by Paul Maeyaert and Thomas De Meese, of the Brussels Bar,

- Smithkline Beecham Biologicals SA, by Ludovic De Gryse and Brigitte Dauwe, of the Brussels Bar,

- the French Government, by Catherine de Salins, Head of a Sub-Directorate in the Legal Affairs Directorate
in the Ministry of Foreign Affairs, and Philippe Martinet, Foreign Affairs Secretary in the same Directorate,
acting as Agents,

- the Italian Government, by Umberto Leanza, Head of the Legal Service in the Ministry of Foreign Affairs,
acting as Agent, and Oscar Fiumara, Avvocato dello Stato,

- the Swedish Government, by Erik Brattgård, Ministerial Adviser, acting as Agent, and

- the Commission of the European Communities, by Michel Nolin and Berend Jan Drijber, of its Legal
Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Biogen Inc., Smithkline Beecham Biologicals SA, the Italian Government
and the Commission at the hearing on 11 July 1996,

after hearing the Opinion of the Advocate General at the sitting on 3 October 1996,

gives the following
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Judgment

Costs

48 The costs incurred by the French, Italian and Swedish Governments and the Commission of the European
Communities, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the action pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT

(Sixth Chamber),

in answer to the questions referred to it by the Tribunal de Commerce, Nivelles, by judgment of 2 June 1995,
hereby rules:

1. Where a medicinal product is covered by several basic patents, Council Regulation (EEC) No 1768/92 of
18 June 1992 concerning the creation of a supplementary protection certificate for medicinal products does not
preclude the grant of a supplementary protection certificate to each holder of a basic patent.

2. Regulation No 1768/92 does not require the holder of the marketing authorization to provide the patent
holder with a copy of that authorization, referred to in Article 8(1)(b) of the Regulation.

3. Where the basic patent and the authorization to place the product on the market as a medicinal product are
held by different persons and the patent holder is unable to provide a copy of that authorization in accordance
with Article 8(1)(b) of Regulation No 1768/92, an application for a certificate must not be refused on that
ground alone.

1 By judgment of 2 June 1995, received at the Court on 12 June 1995, the Tribunal de Commerce
(Commercial Court), Nivelles, referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty four questions on the interpretation of Council Regulation (EEC) No 1768/92 of 18 June 1992
concerning the creation of a supplementary protection certificate for medicinal products (OJ 1992 L 182, p. 1,
hereinafter `the Regulation').

2 Those questions were raised in proceedings between Biogen Inc. (`Biogen') and Smithkline Beecham
Biologicals SA (`SKB') concerning SKB's refusal to provide Biogen with copies of the Belgian marketing
authorizations for a recombinant vaccine against Hepatitis-B, called `Engerix-B', to enable it to complete an
application for a supplementary protection certificate.

3 Biogen holds two European patents, of 21 December 1979 and 19 November 1985, relating to medicinal
products or, more specifically, sequences and DNA intermediaries, used in the production of vaccines against
Hepatitis-B.

4 SKB produces and markets Engerix-B in a number of forms, varying in presentation and/or indications, the
active ingredient of which is `HBsAG' (purified surface antigen of the Hepatitis-B virus). It does so pursuant
to patent licences granted to it by the patent holders (or their successors in title). According to the findings
of the national court, Engerix-B is the outcome of the combined application of several patents held, in
particular, by Biogen and the Institut Pasteur.

5 Under a licensing agreement dated 28 March 1988, SKB pays Biogen royalties for the duration of its
patents.

6 SKB holds four Belgian marketing authorizations for Engerix-B. The earliest of these, which was granted on
14 November 1986, was the first marketing authorization for the vaccine in the Community.
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7 On 30 June 1993, Biogen applied to the Office de la Propriété Industrielle du Ministère des Affaires
Economiques (Industrial Property Office of the Ministry of Economic Affairs) in Belgium for supplementary
protection certificates for its two European patents. Since those applications had to include copies of the
marketing authorizations for Engerix-B, Biogen repeatedly asked SKB to provide such copies, which it refused
to do. SKB did, however, send a copy of its first marketing authorization to the Institut Pasteur, with which
it had entered into its first licensing agreement, and which was thus able to obtain a certificate for its patent.

8 The Belgian Ministry of Public Health also refused to provide Biogen with copies of the marketing
authorizations without the consent of SKB.

9 Biogen therefore brought an action against SKB before the Tribunal de Commerce, Nivelles, on 16
September 1994, seeking a ruling that, by refusing to provide it with certified copies of its marketing
authorizations for the Engerix-B vaccine, whilst providing them to the Institut Pasteur, SKB had discriminated
against it, contrary to fair business practice within the meaning of Article 93 of the Belgian Law of 14 July
1991 on business practice and consumer information and protection. Biogen therefore seeks an order requiring
SKB to bring the alleged discriminatory practice to an end and to provide it with certified copies of the
relevant marketing authorization, with periodic penalty payments in the event of failure to do so.

10 SKB considers that, on the basis of the Regulation, it is entitled to provide only one certificate per
product, that Biogen's patents were of uncertain validity, and that the different treatment of Biogen and the
Institut Pasteur is financially justified by the different levels of royalties charged.

11 It appears from the third and fourth recitals in the preamble to the Regulation that, prior to its adoption,
the period of effective protection under a patent was insufficient to cover the investment put into the
pharmaceutical research. The Regulation seeks to make up for that inadequacy by creating a supplementary
protection certificate for medicinal products.

12 Article 1 of the Regulation, which defines certain terms, provides that:

`(a) "medicinal product" means any substance or combination of substances presented for treating or
preventing disease in human beings or animals and any substance or combination of substances which may be
administered to human beings or animals with a view to making a medical diagnosis or to restoring,
correcting or modifying physiological functions in humans or in animals;

(b) "product" means the active ingredient or combination of active ingredients of a medicinal product;

(c) "basic patent" means a patent which protects a product as defined in (b) as such, a process to obtain a
product or an application of a product, and which is designated by its holder for the purpose of the
procedure for grant of a certificate;

(d) "certificate" means the supplementary protection certificate.'

13 Under Article 2 of the Regulation, any product protected by a patent in a Member State may be the
subject of a certificate, under the terms and conditions provided for therein.

14 Article 3, which lays down the conditions for obtaining a certificate, provides that a certificate is to be
granted if, in the Member State in which the application is submitted and at the date of that application, (a)
the product is protected by a basic patent in force, (b) a valid authorization to place the product on the market
as a medicinal product has been granted in accordance with Directive 65/65/EEC or Directive 81/851/EEC, as
appropriate, (c) the product has not already been the subject of a certificate, and (d) the authorization referred
to in (b) is the first authorization to place the product on the market as a medicinal product.
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15 Article 5 of the Regulation provides that the certificate is to confer the same rights as conferred by the
basic patent and to be subject to the same limitations and the same obligations.

16 Article 6 provides that the certificate is to be granted to the holder of the basic patent or his successor in
title.

17 Article 8(1) specifies the content of the application for a certificate. Under Article 8(1)(a)(iv), a request
for the grant of a certificate must state, in particular, `the number and date of the first authorization to place
the product on the market, as referred to in Article 3(b) and, if this authorization is not the first authorization
for placing the product on the market in the Community, the number and date of that authorization'. Under
Article 8(1)(b) and (c), the application must also contain:

`(b) a copy of the authorization to place the product on the market, as referred to in Article 3(b), in which the
product is identified, containing in particular the number and date of the authorization and the summary of the
product characteristics listed in Article 4a of Directive 65/65/EEC or Article 5a of Directive 81/851/EEC;

(c) if the authorization referred to in (b) is not the first authorization for placing the product on the market as
a medicinal product in the Community, information regarding the identity of the product thus authorized
and the legal provision under which the authorization procedure took place, together with a copy of the
notice publishing the authorization in the appropriate official publication.'

18 Finally, Article 13(1) of the Regulation provides that the certificate is to take effect at the end of the
lawful term of the basic patent for a period equal to the period which elapsed between the date on which the
application for a basic patent was lodged and the date of the first authorization to place the product on the
market in the Community reduced by a period of five years.

19 The Tribunal de Commerce considered that the dispute raised a question of interpretation of Regulation No
1768/92 and therefore stayed the proceedings and sought a preliminary ruling from the Court on the following
questions:

`1. In the event that the holder of the basic patent or his successor in title is a person other than the holder of
the authorization to place the medicinal product concerned on the market, is the latter obliged to provide to
the patent holder on request, or, where appropriate, several patent holders when they so request, the "copy" of
that authorization which is referred to in Article 8(1)(b) of Council Regulation (EEC) No 1768/92 of 18 June
1992 concerning the creation of a supplementary protection certificate for medicinal products?

2. Where one and the same product is covered by several basic patents belonging to different holders, does
Regulation No 1768/92 preclude the grant of a supplementary protection certificate to each holder of a basic
patent?

3. Regard being had to the wording of Article 6 of Regulation No 1768/92, may the holder of the
authorization to place the medicinal product on the market refuse to give a holder of a basic patent or his
successor in title the copy of that authorization referred to in Article 8(1)(b) of the Regulation and thereby
deprive him of the possibility of completing his application for a supplementary protection certificate?

4. May the relevant administrative and/or government authority which granted the authorization to place the
product on the market or is the depositary of an original or a copy of the said authorization refuse to supply a
copy to the holder of the basic patent or patents concerned or to his successor in title or may it decide,
arbitrarily or subject to certain conditions, whether it is advisable to provide or communicate such copy with a
view to its being used to support an application for
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a supplementary protection certificate under the provisions of Council Regulation No 1768/92 of 18 June 1992
(OJ 1992 L 182, p. 1)?'

The second question

20 By its second question, which falls to be considered first, the national court wishes in substance to
ascertain whether, where a medicinal product is covered by several basic patents, the Regulation precludes the
grant of a supplementary protection certificate to each holder of a basic patent.

21 Biogen, the French and Italian Governments and the Commission all consider that the Regulation does not,
in a situation such as that in the main proceedings, preclude the grant of a supplementary protection certificate
to each holder of a basic patent.

22 Biogen submits in particular that, having regard to the aim pursued by the Regulation, namely to improve
protection to cover investment in pharmaceutical research, it is inconceivable that, where a medicinal product
is covered by a number of basic patents held by different patentees, the research undertaken by one or another
of those basic patent holders should be excluded from protection under the supplementary protection certificate
system if, as is the case in the main proceedings, the various lines of research have each separately given rise
to patented innovations.

23 The Italian Government and the Commission stress that Article 3 of the Regulation, which prohibits
renewal of protection for the same product, that is to say in relation to a single patent, nevertheless does not
preclude the grant of two certificates (one for each basic patent), even if they relate to the same medicinal
product.

24 In the French Government's submission, to interpret Article 3(c) of the Regulation as reserving the right to
a supplementary protection certificate to the first patent holder who applies for one would result in an
arbitrary choice of the beneficiary of the extension of the period of protection among companies which, in
accordance with the aims and subject-matter of the Regulation, are all equally entitled to such protection.

25 SKB, however, considers that, under the system established, only one certificate may be granted for each
product - that is to say, each identical active ingredient - even where the product in question is based on
several patents. It considers that the aim of the Regulation is not to reward all basic patent holders but, much
more generally, to safeguard and encourage the development of medicinal products in Europe and more
particularly in the Community. Such development of new medicinal products is in fact largely due to the
research and investment undertaken by those who have finally obtained marketing authorization. The aim
sought by the Regulation is fully achieved if the holder of the marketing authorization is prepared to
cooperate with the holder of the individual patent, with whom he negotiates terms of cooperation, involving
the provision of a copy of the marketing authorization enabling that patent holder to obtain a supplementary
protection certificate.

26 It must be borne in mind in that regard that the third and fourth recitals in the preamble give as a reason
for the adoption of the Regulation the insufficient duration of the effective protection under the patent to
cover the investment put into the pharmaceutical research. The Regulation thus seeks to make up for that
insufficiency by creating a supplementary protection certificate for medicinal products, which may be obtained
by the holder of a national or European patent under the same conditions in each Member State.

27 Article 6 of the Regulation confirms that the certificate is to be granted to the holder of the basic patent or
his successor in title. Article 1(c) mentions the basic patents which may be designated for the purpose of the
procedure for the grant of a certificate, namely those which protect a product as such, a process to obtain a
product or an application of a product. The Regulation thus seeks to confer supplementary protection on the
holders of such patents, without instituting
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any preferential ranking amongst them.

28 Consequently, where a product is protected by a number of basic patents in force, which may belong to a
number of patent holders, each of those patents may be designated for the purpose of the procedure for the
grant of a certificate. Under Article 3(c) of the Regulation, however, only one certificate may be granted for
each basic patent.

29 Furthermore, as is clear from Article 13 of the Regulation, the duration of such certificates is to be
calculated uniformly on the basis of the date of the first authorization to place the product on the market in
the Community.

30 The answer to the second question must therefore be that, where a medicinal product is covered by several
basic patents, the Regulation does not preclude the grant of a supplementary protection certificate to each
holder of a basic patent.

The third and fourth questions

31 By its third and fourth questions, which fall to be considered together, the national court wishes to
ascertain in substance whether the Regulation requires the holder of the marketing authorization to provide the
patent holder with a copy of that authorization, referred to in Article 8(1)(b) of the Regulation.

32 Biogen submits that when a basic patent holder asks the holder of the marketing authorization to provide
him with a certified copy of that authorization in order that he may comply with the requirements relating to
the submission of an application for a supplementary protection certificate, that request may not be refused.
The holder of the marketing authorization may not obstruct the exercise of the right referred to in Article 6 of
the Regulation.

33 SKB, the French and Italian Governments and the Commission all consider that the Regulation does not
impose any specific obligation on the holder of the marketing authorization to provide the patent holder
applying for the certificate with a copy of that authorization.

34 SKB stresses in particular that in the scheme of the certificate, the marketing authorization has the value of
a separate right attaching to the medicinal product and forms an essential element in the new protection
arrangements set up by the Regulation. It is therefore for the holder of that authorization to decide freely to
whom and on what terms to provide copies thereof. An interpretation of the Regulation which imposed on
the holder of the authorization obligations in favour of a patent holder which, as in the present case, the
parties could not take into account when entering into their licensing agreements (on 28 March 1988), would
seriously undermine legal certainty.

35 The French and Italian Governments and the Commission consider that there can be no obligation, other
than contractual, on the holder of the marketing authorization to communicate the document unless it is
expressly provided for by the legislation in issue. That legislation, however, makes no such provision. The
solution to the problem raised must therefore be sought in the contractual relationship between the patent
holder and the holder of the authorization.

36 In that regard, it need merely be noted that, whilst under Article 8(1)(b) of the Regulation an application
for a certificate must contain a copy of the marketing authorization for the medicinal product, there is nothing
in the Regulation requiring the holder of that authorization to provide the basic patent holder with a copy of
it. Exercise of the right to obtain a certificate referred to in Article 6 of the Regulation is in no way
dependent on a discretionary act on the part of the holder of the marketing authorization.

37 The Regulation does not, however, in the circumstances at issue in the main proceedings, preclude such an
obligation from being deemed to be inherent in the contractual relationship between the parties.
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38 The answer to the first and third questions must therefore be that the Regulation does not require the
holder of the marketing authorization to provide the patent holder with a copy of that authorization, referred
to in Article 8(1)(b) of the Regulation.

The fourth question

39 In the light of the scheme and objectives of the Regulation, the fourth question must be understood, in
order to provide the national court with a helpful answer, as seeking in substance to ascertain whether, where
the basic patent and the marketing authorization are held by different persons and the patent holder is unable
to provide a copy of the authorization in accordance with Article 8(1)(b) of the Regulation, an application for
a certificate must be refused on that ground alone.

40 Biogen and the Italian Government submit that the administrative authority which issued the marketing
authorization cannot simply refuse to provide a copy thereof to a basic patent holder who requests one in
order to use it in support of an application for a certificate.

41 Biogen observes in particular that, since it must be for the basic patent holder alone to decide whether to
apply for a certificate, the administrative authority may not rely on grounds other than the fact that the
marketing authorization is confidential as regards the patent holder. If the marketing authorization were to be
precluded, on account of any hypothetical confidentiality, from being communicated to the basic patent holder,
there are other possible ways of reconciling the need to protect the confidentiality of the authorization with
the achievement of the aims of the Regulation. The administrative authority having in its possession a
certified copy of the authorization could, for example, either provide the basic patent holder with a copy in
which any quantitative information is concealed, since such information is not necessary to identify the
medicinal product to which the application for a certificate relates, or forward the certified copy of the
authorization directly to the authority responsible for dealing with applications for certificates rather than
through the intermediary of the basic patent holder. The confidential nature of the information contained in
the marketing authorization would thus be respected.

42 In the submission of SKB, the French and Swedish Governments and the Commission, the Regulation does
not provide for any obligation on the part of an administrative authority to provide the patent holder with a
copy of the authorization.

43 SKB submits in particular that if the administration were permitted to provide a third party holding a basic
patent with that document, without any legal basis, the holder of the authorization would be definitively and
wrongfully deprived, without consideration or justification, of income which he is entitled to expect in return
for the effort and cost incurred with a view to obtaining the authorization.

44 In that regard, it must be borne in mind that the purpose of the requirement imposed by Article 8(1)(b) of
the Regulation to include a copy of the marketing authorization with the application for a supplementary
protection certificate is to identify the product and verify that the time-limit for submitting an application and,
where applicable, the duration of the supplementary protection are observed. It is therefore a formal
requirement whose purpose is to demonstrate the existence of an authorization to place the product on the
market as a medicinal product.

45 Where the basic patent and the marketing authorization are held by different persons and the patent holder
is unable to provide the competent national authorities with a copy of that authorization, granted by the
authorities of a Member State, in accordance with Article 8(1)(b) of the Regulation, the application for a
certificate must not be refused on that ground alone. By simple cooperation, the national authority granting
the certificate can obtain a copy of the marketing authorization from the national authority which issued it
(see, to that effect, Case C-201/94 The Queen v Medicines Control Agency ex parte Smith and Nephew
[1996] ECR I-5819, paragraph 28). If that were not
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the case, the entitlement to the certificate conferred by Article 6 of the Regulation on the basic patent holder
would be rendered nugatory.

46 With regard to SKB's arguments, it must, moreover, be pointed out that under Article 5 of the Regulation
the certificate confers the same rights as conferred by the basic patent and is subject to the same limitations
and the same obligations.

47 The answer to the fourth question must therefore be that, where the basic patent and the authorization to
place the product on the market as a medicinal product are held by different persons and the patent holder is
unable to provide a copy of that authorization in accordance with Article 8(1)(b) of the Regulation, the
application for a certificate must not be refused on that ground alone.
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Judgment of the Court (Sixth Chamber)
of 12 June 1997

Yamanouchi Pharmaceutical Co. Ltd v Comptroller-General of Patents, Designs and Trade Marks.
Reference for a preliminary ruling: High Court of Justice, Chancery Division, Patents Court - United

Kingdom.
Council Regulation (EEC) No 1768/92 - Supplementary protection certificate for medicinal products -

Scope of Article 19.
Case C-110/95.

Approximation of laws - Uniform laws - Industrial and commercial property - Patent law - Supplementary
protection certificate for medicinal products - Grant pursuant to the transitional provision contained in Article
19 of Regulation No 1768/92 - Conditions - Valid marketing authorization held in the Member State in which
the application is made

(Council Regulation No 1768/92, Arts 3(b) and 19)

The grant of a supplementary protection certificate under Article 19 of Regulation No 1768/92 concerning the
creation of a supplementary protection certificate for medicinal products, which covers any product which, on
the date of the entry into force of that regulation, is protected by a valid basic patent and for which the first
authorization to place it on the market as a medicinal product in the Community was obtained after 1 January
1985, is subject to the condition, laid down by Article 3(b) of the regulation, that a valid authorization to
place the product on the market as a medicinal product must have been granted in the Member State in which
the application is submitted and at the date of that application.

Quite apart from the fact that such a condition is not in any way precluded by the wording of Article 19(1),
the authorization referred to therein is necessary only for the purpose of determining the duration of the
certificate, as is apparent from Article 13 of the regulation, according to which the certificate is to take effect
at the end of the lawful term of the basic patent for a period equal to the period which elapsed between the
date on which the application for a basic patent was lodged and the date of the first authorization to place the
product on the market in the Community; it is not intended to take the place of the authorization provided for
in Article 3(b), but constitutes a further condition applying in the event that the latter authorization is not the
first authorization to place the product on the market as a medicinal product in the Community. Moreover,
entitlement to the certificate is strictly linked to the existence of a marketing authorization granted in the
Member State in which the application is submitted and to the date of that application, as is apparent from
Article 4 of the regulation, according to which the protection conferred by the certificate extends only to the
product covered by the marketing authorization in respect of the corresponding medicinal product.
Consequently, it is the marketing authorization referred to in Article 3(b), rather than the authorization referred
to in Article 19(1), which confers entitlement to the certificate.

In Case C-110/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the High Court of Justice, Chancery
Division, Patents Court, for a preliminary ruling in the proceedings pending before that court between

Yamanouchi Pharmaceutical Co. Ltd

and

Comptroller-General of Patents, Designs and Trade Marks

on the interpretation of Article 19 of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the
creation of a supplementary protection certificate for medicinal products (OJ 1992 L 182, p. 1),
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THE COURT

(Sixth Chamber),

composed of: G.F. Mancini, President of the Chamber, C.N. Kakouris, G. Hirsch (Rapporteur), H. Ragnemalm
and R. Schintgen, Judges,

Advocate General: N. Fennelly,

Registrar: D. Louterman-Hubeau, Principal Administrator,

after considering the written observations submitted on behalf of:

- Yamanouchi Pharmaceutical Co. Ltd, by K.P.E. Lasok QC, instructed by Robin Whaite, Solicitor,

- the United Kingdom Government, by Stephen Braviner, of the Treasury Solicitor's Department, acting as
Agent, and by Michael Silverleaf, Barrister,

- the Belgian Government, by Jan Devadder, Director of Administration in the Legal Department of the
Ministry for Foreign Affairs, acting as Agent,

- the German Government, by Alfred Dittrich, Regierungsdirektor at the Federal Ministry of Justice, and
Gereon Thiele, Assessor at the Federal Ministry of Economic Affairs, acting as Agents,

- the Netherlands Government, by Adriaan Bos, Legal Adviser at the Ministry of Foreign Affairs, acting as
Agent,

- the Commission of the European Communities, by Berend Jan Drijber and Peter Oliver, of its Legal Service,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Yamanouchi Pharmaceutical Co. Ltd, represented by K.P.E. Lasok and
Robin Whaite, of the United Kingdom Government, represented by John E. Collins, Assistant Treasury
Solicitor, acting as Agent, and by Michael Silverleaf, and of the Commission, represented by Berend Jan
Drijber and Peter Oliver, at the hearing on 9 January 1997,

after hearing the Opinion of the Advocate General at the sitting on 6 February 1997,

gives the following

Judgment

Costs

29 The costs incurred by the United Kingdom, Belgian, German and Netherlands Governments and by the
Commission of the European Communities, which have submitted observations to the Court, are not
recoverable. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT

(Sixth Chamber),

in answer to the question referred to it by the High Court of Justice, Chancery Division, Patents Court, by
order of 31 October 1994, hereby rules:

The grant of a supplementary protection certificate pursuant to Article 19 of Council Regulation (EEC) No
1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for medicinal
products is, in accordance with Article 3(b) of that regulation, conditional on a
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valid authorization to place the product on the market as a medicinal product having been granted in the
Member State in which the application is submitted and at the date of that application.

1 By order of 31 October 1994, received at the Court on 3 April 1995, the High Court of Justice, Chancery
Division, Patents Court, referred to the Court for a preliminary ruling under Article 177 of the EC Treaty a
question on the interpretation of Article 19 of Council Regulation (EEC) No 1768/92 of 18 June 1992
concerning the creation of a supplementary protection certificate for medicinal products (OJ 1992 L 182, p. 1,
hereinafter `the regulation').

2 That question was raised in proceedings between Yamanouchi Pharmaceutical Co. Ltd (`Yamanouchi') and
the Comptroller-General of Patents, Designs and Trade Marks (`the Comptroller-General') concerning the
rejection by the latter of an application by Yamanouchi for the grant of a supplementary protection certificate.

3 Yamanouchi is the holder of United Kingdom Patent No 1 415 256 dated 18 January 1973, for the
exploitation of which it gave a licence to Ciba-Geigy in 1982. Ciba-Geigy has developed, pursuant to that
patent, an anti-asthma drug known as eformoterol. In 1989 Ciba-Geigy applied in a number of countries,
including the United Kingdom, for marketing approval for a solution aerosol formulation (an inhaled
formulation). While Ciba-Geigy obtained its first marketing authorization in the Community in France on 29
June 1990, the United Kingdom authorities initially refused the marketing authorization sought, by reason of
the special storage conditions required for the product, and did not ultimately grant it until 17 August 1995,
as a result of further development work on the product by Ciba-Geigy.

4 On 15 January 1993 (two days before the expiry of the abovementioned patent on 17 January 1993),
Yamanouchi lodged with the United Kingdom Patent Office an application under Article 19 of the regulation
for a supplementary protection certificate, referring to the United Kingdom patent as the basic patent and to
the marketing authorization granted in France in 1990, a copy of which was annexed to the application.

5 On 3 February 1993 the United Kingdom Patent Office informed Yamanouchi that its application did not
meet the requirements of Articles 3(b) and 8(1)(b) of the regulation, on the grounds, first, that at the date
when the application was lodged no valid authorization to place the product on the market as a medicinal
product had been granted in the United Kingdom, and, second, that the application did not contain a copy of
such authorization. The Patent Office further stated that, in its view, and contrary to the contention advanced
by Yamanouchi, Article 19 did not derogate from the conditions for obtaining a supplementary protection
certificate laid down in Article 3 of the regulation or from the content of the application as specified in
Article 8.

6 Following a hearing on 24 August 1993 before the Principal Examiner, acting for the Comptroller-General,
Yamanouchi's application for a certificate was rejected by decision of 8 September 1993. Yamanouchi
consequently brought an appeal against that decision before the referring court, claiming that, on the basis of
the regulation, its application should be granted.

7 According to the third and fourth recitals in the preamble to the regulation, the period of effective
protection under a patent prior to adoption of the regulation was insufficient to cover the investment put into
the pharmaceutical research. The regulation is specifically designed to remedy that insufficiency by the
creation of a supplementary protection certificate for medicinal products in respect of which marketing
authorization has been granted.

8 Article 3, which lays down the conditions for obtaining a certificate, provides as follows:

`A certificate shall be granted if, in the Member State in which the application referred to in Article 7 is
submitted and at the date of that application:
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(a) the product is protected by a basic patent in force;

(b) a valid authorization to place the product on the market as a medicinal product has been granted in
accordance with Directive 65/65/EEC or Directive 81/851/EEC, as appropriate;

(c) the product has not already been the subject of a certificate;

(d) the authorization referred to in (b) is the first authorization to place the product on the market as a
medicinal product.'

9 Pursuant to Article 7(1) of the regulation, the application for a certificate must be lodged within six months
of the date on which the authorization referred to in Article 3(b) to place the product on the market as a
medicinal product was granted. Article 7(2) provides that, notwithstanding paragraph (1), where the marketing
authorization is granted before the basic patent is granted, the application for a certificate must be lodged
within six months of the date on which the patent is granted.

10 Article 8(1) of the regulation specifies the content of the application for a certificate. It provides, in
sub-subparagraph (a)(iv), that a request for the grant of a certificate must state, in particular, `the number and
date of the first authorization to place the product on the market, as referred to in Article 3(b), and, if this
authorization is not the first authorization for placing the product on the market in the Community, the
number and date of that authorization'. Under Article 8(1)(b) and (c), the application must also contain:

`(b) a copy of the authorization to place the product on the market, as referred to in Article 3(b), in which the
product is identified, containing in particular the number and date of the authorization and the summary of the
product characteristics listed in Article 4a of Directive 65/65/EEC or Article 5a of Directive 81/851/EEC;

(c) if the authorization referred to in (b) is not the first authorization for placing the product on the market as
a medicinal product in the Community, information regarding the identity of the product thus authorized
and the legal provision under which the authorization procedure took place, together with a copy of the
notice publishing the authorization in the appropriate official publication.'

11 Article 13(1) of the regulation provides that the certificate is to take effect at the end of the lawful term of
the basic patent for a period equal to the period which elapsed between the date on which the application for
a basic patent was lodged and the date of the first authorization to place the product on the market in the
Community, reduced by a period of five years.

12 Lastly, Article 19, which forms part of the transitional provisions, provides:

`1. Any product which, on the date on which this regulation enters into force, is protected by a valid basic
patent and for which the first authorization to place it on the market as a medicinal product in the Community
was obtained after 1 January 1985 may be granted a certificate.

In the case of certificates to be granted in Denmark and in Germany, the date of 1 January 1985 shall be
replaced by that of 1 January 1988.

In the case of certificates to be granted in Belgium and in Italy, the date of 1 January 1985 shall be replaced
by that of 1 January 1982.

2. An application for a certificate as referred to in paragraph (1) shall be submitted within six months of the
date on which this regulation enters into force.'

13 According to the tenth recital in the preamble to the regulation, the transitional arrangements `should
enable the Community pharmaceutical industry to catch up to some extent with its main competitors
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who, for a number of years, have been covered by laws guaranteeing them more adequate protection, while
making sure that the arrangements do not compromise the achievement of other legitimate objectives
concerning the health policies pursued both at national and [at] Community level'.

14 The regulation entered into force on 2 January 1993.

15 The national court considered that the case raised a question as to the interpretation of the regulation and
decided to stay proceedings pending delivery by the Court of Justice of a preliminary ruling on the following
question:

`In the case of an application for a certificate under Council Regulation (EEC) No 1768/92 in a particular
Member State (in casu, the United Kingdom) in circumstances where:

- a medicinal product was (on 2 January 1993) the subject of a first marketing authorization in the
Community (in casu, in France) which was obtained pursuant to Directive 65/65/EEC (as amended) after 1
January 1985;

- the medicinal product was (on 2 January 1993) protected by a valid basic patent in the Member State;

- at the date of submission of such application, marketing authorization in the Member State had yet to be
obtained;

- application for a certificate as referred to in paragraph 1 of Article 19 was submitted to the relevant national
authority (viz. the United Kingdom Patent Office) within 6 months of 2 January 1993, as laid down in
paragraph 2 of Article 19;

is Council Regulation (EEC) No 1768/92, and in particular Article 19 thereof, to be interpreted so as to allow
the grant of a supplementary protection certificate to the patentee in that Member State or must the provisions
of Articles 3(b), 8 and 9 concerning a valid marketing authorization in the Member State also be complied
with?'

16 The essence of the question referred by the national court is whether the grant of a supplementary
protection certificate pursuant to Article 19 of the regulation is, in accordance with Article 3(b) of the
regulation, conditional on a valid authorization to place the product on the market as a medicinal product
having been granted in the Member State in which the application is submitted and at the date of that
application.

17 Yamanouchi submits that Article 19 of the regulation provides for the grant of a certificate where three
conditions are fulfilled, namely that the medicinal product in question is protected by a valid basic patent on
the date on which the regulation enters into force, that the first authorization to place the product on the
market in the Community was obtained after 1 January 1985, and that the application for a certificate was
made within six months of the entry into force of the regulation. Since each of those conditions has been
satisfied in the present case, the competent national authorities are under an obligation to grant the certificate.

18 According to Yamanouchi, that conclusion is apparent from the general scheme of the regulation. The
transitional provisions derogate from the `ordinary' provisions of the regulation, namely Article 3 et seq. Thus,
Article 19(1) is the equivalent of Article 3, whilst Article 19(2) must be regarded as corresponding to Article
7. Furthermore, it is apparent from the wording of Article 19(1) that it refers neither expressly nor by
implication to the conditions laid down by Article 3. On the contrary, if a certificate could be granted under
Article 19 only where the conditions set out in Article 3 were also fulfilled, Article 19 would clearly have
been worded differently.

19 It should be noted at the outset that Article 19(2) of the regulation, which forms part of the transitional
provisions, operates, in the circumstances provided for in Article 19(1), as a derogation

© An extract from a JUSTIS database



61995J0110 European Court reports 1997 Page I-03251 6

from Article 7, pursuant to which an application for a certificate must be lodged within six months of the date
on which the marketing authorization or, as the case may be, the patent is granted. Were it not for Article
19(2), all products covered by a marketing authorization granted more than six months prior to the entry into
force of the regulation, that is to say, before 2 July 1992, would have been denied the advantages of the
scheme established by the regulation. As it is, the question raised by the national court concerns the
interpretation of the conditions laid down in Article 19(1), to which Article 19(2) refers.

20 Unlike Article 3, which provides that the certificate `shall be granted' if the conditions for obtaining it, as
set out therein, are fulfilled, the conditions specified in Article 19(1) are not in themselves sufficient to confer
entitlement to a certificate. Article 19(1) provides that any product which fulfils those conditions `may be
granted' a certificate. It is clear from its very wording that Article 19(1) does not in any way preclude the
requirement that, in order for a certificate to be granted, a valid authorization to place the product on the
market as a medicinal product must have been granted in the Member State in which the application is
submitted and at the date of that application, as provided for in Article 3(b).

21 However, relying on the second condition laid down by Article 19(1), Yamanouchi submits that it is still
possible, on the basis of the first marketing authorization granted in the Community, to determine the product
for which the certificate is sought and to identify its therapeutic properties, as Article 8(1)(c) of the regulation
makes clear.

22 Furthermore, according to Yamanouchi, the grant of a certificate on the basis of the first marketing
authorization in the Community does not mean that the product in question can be marketed in the State
granting the certificate in the absence of marketing authorization granted by that State. It simply means that,
when marketing authorization is finally granted (as it was in the United Kingdom in 1995), the person
developing the product (here, Ciba-Geigy) will receive, in accordance with the objectives of the regulation,
some degree of protection as compensation for the additional delay and expense incurred in connection with
the grant of authorization.

23 As is apparent from Article 13, the condition imposed by Article 19(1) in respect of the first marketing
authorization in the Community is necessary only for the purposes of determining the duration of the
certificate. Thus, Article 8(1)(a)(iv) and (c) and Article 9(2)(e) of the regulation lay down an obligation to
provide information concerning that first marketing authorization in support of an application for a certificate,
in order to ensure that the competent industrial property authority receiving the application has available to it
the information needed in order to determine the duration of the certificate. Article 11(1)(e) provides that that
information is to appear in the notification of the grant of the certificate which is published for the
information of the public.

24 However, the effect of Articles 8(1)(a)(iv) and (b), 9(2)(d) and 11(1)(d) is that the first marketing
authorization in the Community is not intended to take the place of the marketing authorization provided for
in Article 3(b) of the regulation, that is to say, the authorization granted by the Member State in which the
application is submitted; instead, it constitutes a further condition applying in the event that the latter
authorization is not the first authorization to place the product on the market as a medicinal product in the
Community. The first marketing authorization in the Community therefore serves a purely temporal purpose.

25 By referring to the first marketing authorization in the Community, the regulation is designed to exclude
the possibility that, in Member States in which there has been significant delay in the grant of authorization to
place a given product on the market, a certificate can still be granted even though that is no longer possible
in the other Member States in which the authorization in question has been granted before expiry of the
deadline. The regulation is thus intended to prevent the grant of certificates whose duration varies from one
Member State to another. In those circumstances,
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Article 19(1) cannot be construed as meaning that the existence of an authorization in the Member State in
which the certificate is sought is of no relevance.

26 On the contrary, it is the authorization referred to in Article 3(b) of the regulation which confers
entitlement to the certificate. That principle is borne out by Article 4, according to which the protection
conferred by the certificate extends only to the product covered by the marketing authorization in respect of
the corresponding medicinal product. Entitlement to the certificate is strictly linked, therefore, to the existence
of a marketing authorization granted in the Member State in which the application is submitted and to the
date of that application.

27 That interpretation is inconsistent neither with the events leading to the adoption of the regulation nor with
Decision No 7/94 of the EEA Joint Committee of 21 March 1994 amending Protocol 47 and certain Annexes
to the EEA Agreement (OJ 1994 L 160, p. 1, at p. 138).

28 The answer to the national court's question must therefore be that the grant of a supplementary protection
certificate pursuant to Article 19 of the regulation is, in accordance with Article 3(b) of the regulation,
conditional on a valid authorization to place the product on the market as a medicinal product having been
granted in the Member State in which the application is submitted and at the date of that application.
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Judgment of the Court
of 13 July 1995

Kingdom of Spain v Council of the European Union. Action for annulment - Council Regulation
(EEC) No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for

medicinal products. Case C-350/92.

++++

1. Approximation of laws ° Uniform laws ° Industrial and commercial property ° Patent law ° Creation of a
supplementary protection certificate for medicinal products ° Powers of the Community

(EEC Treaty, Arts 36 and 222; Council Regulation No 1768/92)

2. Approximation of laws ° Measures designed to establish the single market ° Creation of a supplementary
protection certificate for medicinal products in order to prevent heterogeneous development of national laws
likely to hinder the free movement of goods ° Legal basis ° Article 100a of the Treaty

(EEC Treaty, Arts 100, 100a and 235; Council Regulation No 1768/92)

1. Neither Article 222 nor Article 36 of the Treaty reserves a power to regulate substantive patent law to the
national legislature, to the exclusion of any Community action in the matter.

Article 222, which provides that the Treaty does not in any way prejudice the rules in Member States
governing the system of property ownership, cannot be interpreted as reserving to the national legislature, in
relation to industrial and commercial property, the power to adopt measures which would adversely affect the
principle of free movement of goods within the common market as provided for and regulated by the Treaty
and as excluding any action by the Community legislature in the matter.

Article 36, which provides that the provisions of Articles 30 to 34 are not to preclude prohibitions or
restrictions justified on grounds of the protection of industrial and commercial property, is not designed to
reserve certain matters to the exclusive jurisdiction of Member States but permits national laws to derogate
from the principle of the free movement of goods to the extent to which such derogation is and continues to
be justified for the attainment of the objectives referred to in that article.

It follows that the Community had power to adopt Regulation No 1768/92 concerning the creation of a
supplementary protection certificate for medicinal products and extending the duration of the protection
conferred by a patent in certain cases.

2. Regulation No 1768/92 concerning the creation of a supplementary protection certificate for medicinal
products, which, having regard to the period needed to obtain marketing authorization, permits the duration of
the protection conferred by the patent to be extended in the case of medicinal products for which such
authorization has been granted, was validly adopted on the basis of Article 100a of the Treaty, and did not
therefore have to be adopted on the basis of Article 100 or Article 235.

The creation of that certificate, at a time when it appeared that various Member States were in the process of
strengthening the protection conferred on medicinal products by patent law, was intended to prevent the
heterogeneous development of national laws, which would be likely to create obstacles to the free movement
of medicinal products within the Community and thus directly affect the establishment and the functioning of
the internal market. It therefore came within the scope of Article 100a.

Falling as it did within the scope of Article 100a, the creation of the certificate, which strikes a balance
between the interests of patent holders on the one hand and those of consumers and the generic medicines
industry on the other, did not fall within the scope either of Article 100, from
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which Article 100a is precisely intended to derogate, or of Article 235, which is available as the legal basis
for a measure only when no other Treaty provision confers the necessary powers on the institutions to adopt
it, which would have been the case only if the point at issue were the creation of a new industrial property
right, which the supplementary certificate in question is not.

In Case C-350/92,

Kingdom of Spain, represented by Alberto Navarro Gonzalez, Director General for Community Legal and
Institutional Coordination, and by Antonio Hierro Hernandez-Mora, Abogado del Estado in the Legal
Department for Matters before the Court of Justice, subsequently replaced by Gloria Calvo Díaz, Abogado del
Estado, in the same department, acting as Agents, with an address for service in Luxembourg at the Spanish
Embassy, 4-6 Boulevard E. Servais,

applicant,

supported by

Hellenic Republic, represented by Vassileios Kontolaimos, Assistant Legal Adviser in the State Legal Service,
and by Maria Basdeki, Legal Agent, subsequently replaced by V. Pelekou, Legal Agent, acting as Agents,
with an address for service in Luxembourg at the Greek Embassy, 117 Val Sainte Croix,

intervener,

v

Council of the European Union, represented by Antonio Sacchettini, Director in its Legal Service, and by
Sophia Kyriacopoulou and Ignacio Díez Parra, of the same service, acting as Agents, with an address for
service in Luxembourg at the office of Bruno Eynard, Director of Legal Affairs of the European Investment
Bank, 100 Boulevard Konrad Adenauer,

defendant,

supported by

French Republic, represented by Philippe Pouzoulet, Deputy Director of Legal Affairs at the Ministry of
Foreign Affairs, and by Hélène Duchêne, Secretary for Foreign Affairs at the same ministry, and subsequently
by Hubert Renié, also Secretary for Foreign Affairs, acting as Agents, with an address for service in
Luxembourg at the French Embassy, 9 Boulevard du Prince Henri,

and by

Commission of the European Communities, represented by Jean Amphoux, Principal Legal Adviser, and
Ricardo Gosalbo Bono and Pieter Van Nuffel, of the Legal Service, acting as Agents, with an address for
service in Luxembourg at the office of Gomez de la Cruz, also of its Legal Service, Wagner Centre,
Kirchberg,

interveners,

APPLICATION for the annulment of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the
creation of a supplementary protection certificate for medicinal products,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, F.A. Schockweiler and P.J.G. Kapteyn (Presidents of
Chambers), G.F. Mancini, C.N. Kakouris, J.L. Murray, D.A.O. Edward, J.-P. Puissochet, G. Hirsch
(Rapporteur), H. Ragnemalm and L. Sevon, Judges,

Advocate General: F.G. Jacobs,
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Registrar: R. Grass,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 9 March 1995,

gives the following

Judgment

Costs

43 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party' s pleadings. Since the Council has so applied, and the
Kingdom of Spain has been unsuccessful, the latter must be ordered to pay the costs. In accordance with
Article 69(4) of the Rules of Procedure, the Hellenic Republic, the French Republic and the Commission,
which have intervened in the proceedings, shall bear their own costs.

On those grounds,

THE COURT

hereby:

1. Dismisses the application;

2. Orders the Kingdom of Spain to pay the costs;

3. Orders the Hellenic Republic, the French Republic and the Commission to bear their own costs.

1 By application lodged at the Court Registry on 4 September 1992, the Kingdom of Spain brought an action
pursuant to Article 173(1) of the EEC Treaty for the annulment of Council Regulation (EEC) No 1768/92 of
18 June 1992 concerning the creation of a supplementary protection certificate for medicinal products (OJ
1992 L 182, p. 1), issued on the basis of Article 100a of the Treaty.

2 The second recital in the preamble to that regulation states that medicinal products, especially those that are
the result of long, costly research, will not continue to be developed in the Community and in Europe unless
they are covered by favourable rules that provide for sufficient protection to encourage such research. The
third recital states that, at the moment, the period that elapses between the filing of an application for a patent
for a new medicinal product and authorization to place the medicinal product on the market makes the period
of effective protection under the patent insufficient to cover the investment put into the research. That
situation leads to a lack of protection which penalizes pharmaceutical research (fourth recital).

3 The sixth recital states that a uniform solution at Community level should be provided for, thereby
preventing the heterogeneous development of national laws leading to further disparities which would be likely
to create obstacles to the free movement of medicinal products within the Community and thus directly affect
the establishment and the functioning of the internal market. It is therefore necessary, according to the seventh
recital, to create a supplementary protection certificate granted, under the same conditions, by each of the
Member States at the request of the holder of a national or European patent relating to a medicinal product
for which marketing authorization has been granted; a regulation is therefore the most appropriate legal
instrument.

4 Article 1 defines the terms "basic patent" and "certificate". A "basic patent" is one which protects a product
as such, a process to obtain a product or an application of a product, and which is designated by its holder
for the purpose of the procedure for grant of a certificate. The term "certificate"
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means the supplementary protection certificate.

5 Article 2 of the regulation defines the scope of the latter as follows:

"Any product protected by a patent in the territory of a Member State and subject, prior to being placed on
the market as a medicinal product, to an administrative authorization procedure... may... be the subject of a
certificate."

6 Article 3 lays down four conditions for obtaining a certificate, which must be fulfilled at the date of
application:

° the product must be protected by a basic patent in force in the Member State where the application is made,

° a valid authorization to place the product on the market must have been granted,

° it must not already have been the subject of a certificate, and

° the authorization referred to above must be the first authorization to place the product on the market as a
medicinal product.

7 Article 4 provides that, within the limits of the protection conferred by the basic patent, the protection
conferred by the certificate shall extend only to the product covered by the marketing authorization.

8 Article 5 provides that, subject to the provisions of Article 4, the certificate shall confer the same rights as
conferred by the basic patent and shall be subject to the same limitations and the same obligations.

9 Under Article 6, the certificate shall be granted to the holder of the basic patent or his successor in title.

10 Article 7 provides that the application for the certificate may be lodged only after the date on which the
product obtained marketing authorization.

11 Finally, the regulation provides that the certificate is to have a uniform duration. Under Article 13:

"1. The certificate shall take effect at the end of the lawful term of the basic patent for a period equal to
the period which elapsed between the date on which the application for a basic patent was lodged and the
date of the first authorization to place the product on the market in the Community reduced by a period of
five years.

2. Notwithstanding paragraph 1, the duration of the certificate may not exceed five years from the date on
which it takes effect."

Community powers

12 The Kingdom of Spain, supported by the Hellenic Republic, argues first that, in the allocation of powers
between the Community and the Member States, the latter have not surrendered their sovereignty in industrial
property matters, as is demonstrated by the combined provisions of Articles 36 and 222 of the Treaty.

13 Citing the case-law of the Court (judgments in Case 56/64 and 58/64 Consten and Grundig v Commission
[1966] ECR 299, especially at p. 345; Case 24/67 Parke, Davis and Co. v Centrafarm [1968] ECR 55,
especially at p. 72; Case 78/70 Deutsche Grammophon v Metro [1971] ECR 487, paragraph 11; Case 4/73
Nold v Commission [1974] ECR 491, paragraph 14; and Case C-30/90 Commission v United Kingdom [1992]
ECR I-829, paragraphs 16 and 17), Spain argues that the Community has no power to regulate substantive
patent law, and may harmonize only those aspects relating to the
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exercise of industrial property rights which are capable of having an effect upon the achievement of the
general objectives laid down in the Treaty. Such action may not take the form of a new industrial property
right which, by its nature, content and effects, alters the basic concept in force under the national legal
systems of each of the Member States. The duration of a patent is its most important feature, since it
intrinsically affects the balance in time between the rights and obligations of its holder, whether legal or
economic in character.

14 The Council, supported by the French Republic and the Commission, argues from the case-law that the
purpose of Article 36 of the Treaty is not to reserve certain matters for the exclusive competence of Member
States. As for Article 222 of the Treaty, its purpose is to allow general freedom to Member States in the
organization of their property regimes, but it cannot completely prohibit Community intervention in the
property rights of individuals, without paralysing the powers of the Community.

15 The case-law has not excluded the possibility of the Community determining by legislation the conditions
and rules regarding the protection conferred by industrial property rights, should such action prove necessary
in pursuing its objectives. In any event, the creation of the supplementary certificate does not in any way
affect the substance of the rights of the holder of the basic patent. It is a mechanism for correcting the
shortcomings of the system for protecting pharmaceutical research, which arise from the need to obtain
marketing authorization in order to make use of the innovation.

16 In the light of those arguments, the Court must examine whether Articles 222 and 36 of the EEC Treaty
reserve the power to regulate substantive patent law for the national legislature, thereby excluding any
Community action in the matter.

17 In that respect, the Court held in its judgment in Commission v United Kingdom, cited above (paragraphs
16 and 17), that, as Community law stands, the provisions on patents have not yet been the subject of
unification at Community level or in the context of approximation of laws, and that, in those circumstances, it
is for the national legislature to determine the conditions and rules regarding the protection conferred by
patents.

18 However, it added that the provisions of the Treaty ° and in particular Article 222, which provides that the
Treaty does not in any way prejudice the rules in Member States governing the system of property ownership
° cannot be interpreted as reserving to the national legislature, in relation to industrial and commercial
property, the power to adopt measures which would adversely affect the principle of free movement of goods
within the common market as provided for and regulated by the Treaty (paragraph 18 of the same judgment).

19 Thus, far from endorsing the argument that rules concerning the very existence of industrial property rights
fall within the sole jurisdiction of the national legislature, the Court was anticipating the unification of patent
provisions or harmonization of the relevant national legislation.

20 The Court followed similar reasoning in relation to Article 36 of the Treaty. That provides, in particular,
that the provisions of Articles 30 to 34 shall not preclude prohibitions or restrictions justified on grounds of
the protection of industrial and commercial property, but that such prohibitions or restrictions shall not
constitute a means of arbitrary discrimination or a disguised restriction on trade between Member States.

21 In its judgment in Case 35/76 Simmenthal v Italian Minister for Finance [1976] ECR 1871, paragraph 14,
the Court held that Article 36 is not designed to reserve certain matters to the exclusive jurisdiction of
Member States but permits national laws to derogate from the principle of the free movement of goods to the
extent to which such derogation is and continues to be justified for the attainment of the objectives referred to
in that article.
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22 It follows that neither Article 222 nor Article 36 of the Treaty reserves a power to regulate substantive
patent law to the national legislature, to the exclusion of any Community action in the matter.

23 The Court has, moreover, confirmed in Opinion 1/94 ([1994] ECR I-5267, paragraph 59) that, at the level
of internal legislation, the Community is competent, in the field of intellectual property, to harmonize national
laws pursuant to Articles 100 and 100a and may use Article 235 as the basis for creating new rights
superimposed on national rights, as it did in Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1).

24 The first submission by the Kingdom of Spain must therefore be dismissed.

Legal basis

25 The second argument advanced by the Kingdom of Spain is that if the Court were to hold that the
Community has the power to adopt the contested regulation, the only legal bases for such a measure are
Articles 235 and 100 of the Treaty, which require the unanimity of all Member States and therefore do not
affect their sovereignty. Use of either of those legal bases requires in any event the conferral of a special
power upon the Community, without implying a general attribution of jurisdiction in patent matters.

26 It is settled case-law (see Case 45/86 Commission v Council [1987] ECR 1493, paragraph 13) that Article
235 may be used as the legal basis for a measure only where no other provision of the Treaty gives the
Community institutions the necessary power to adopt it.

27 Even if Article 235 may be used to create new rights superimposed on national rights (see paragraph 23
above), it is undisputed that in this case the contested regulation does not create a new right.

28 As for Article 100 of the Treaty, the Kingdom of Spain has not put forward any valid argument that it
constitutes the legal basis of the measure taken.

29 In any event, Article 100a, which is the legal basis claimed by the Council, expressly derogates from
Article 100. It is thus important to verify whether the Council had the power to issue the contested regulation
on the basis of Article 100a of the Treaty.

30 The Kingdom of Spain argues that the regulation does not pursue the objectives set out in Article 8a of
the EEC Treaty, to which Article 100a refers. As far as the free movement of goods is concerned, the
certificate, by its very nature, tends to extend the compartmentalization of the market beyond the duration of
the basic patent, and thus add to the exceptions provided for in Article 36 of the Treaty, without the extension
of the scope of that provision being justified by the Community objective.

31 The Kingdom of Spain adds that, by prolonging the monopoly in marketing the product enjoyed by the
undertakings which hold the patent or which have obtained the corresponding licences, the supplementary
certificate has the effect of preventing the generic medicines industry from competing freely with those
undertakings, to the obvious detriment of consumers, who would be able to obtain the medicines at better
prices from the moment the monopoly situation ended.

32 In its judgment in Case C-300/89 Commission v Council [1991] ECR I-2867, paragraph 15, the Court held
that, in order to give effect to the fundamental freedoms mentioned in Article 8a, harmonizing measures are
necessary to deal with disparities between the laws of the Member States in areas where such disparities are
liable to create or maintain distorted conditions of competition. For that reason, Article 100a empowers the
Community to adopt measures for the approximation of the provisions laid down by law, regulation or
administrative action in Member States and lays down the procedure to be followed for that purpose.
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33 In the same way, harmonizing measures are necessary to deal with disparities between the laws of the
Member States in so far as such disparities are liable to hinder the free movement of goods within the
Community.

34 In this case, the Council has pointed out that, at the time the contested regulation was adopted, provisions
concerning the creation of a supplementary protection certificate for medicinal products existed in two Member
States and were at the draft stage in another State. The contested regulation is intended precisely to establish a
uniform Community approach by creating a supplementary certificate which may be obtained by the holder of
a national or European patent under the same conditions in each Member State, and by providing, in
particular, for a uniform duration of protection (Article 13).

35 The regulation thus aims to prevent the heterogeneous development of national laws leading to further
disparities which would be likely to create obstacles to the free movement of medicinal products within the
Community and thus directly affect the establishment and the functioning of the internal market (sixth recital).

36 The Council rightly emphasizes that differences in the protection given in the Community to one and the
same medicine would give rise to a fragmentation of the market, whereby the medicine would still be
protected in some national markets but no longer protected in others. Such differences in protection would
mean that the marketing conditions for the medicines would themselves be different in each of the Member
States.

37 The Kingdom of Spain rightly argues that the objectives set out in Article 8a of the EEC Treaty require
that a balance be struck in this case between the interests of undertakings which hold patents and the interests
of undertakings which manufacture generic medicines.

38 Nevertheless, the regulation recognizes the necessity, in a sector as complex as the pharmaceutical sector,
to take all the interests at stake into account, including those of public health (ninth recital). In that regard,
Article 13(2) of the regulation provides that the certificate may not be issued for a period longer than five
years.

39 In those circumstances, it does not appear that the Council has disregarded the interests of consumers or of
the generic medicines industry.

40 It follows from the above that the regulation was validly adopted on the basis of Article 100a of the
Treaty, and did not therefore have to be adopted on the basis of Article 100 or Article 235.

41 The plea challenging the regulation for lack of a legal basis is therefore without foundation.

42 Since both the applicant' s pleas have failed, the action must be dismissed.
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Judgment of the Court (Third Chamber)
of 16 June 2005

Commission of the European Communities v Italian Republic. Failure of a Member State to fulfil
obligations - Directive 98/44/EC - Legal protection of biotechnological inventions - Admissibility -

Failure to transpose - Articles 3(1), 5(2), 6(2) and 8 to 12. Case C-456/03.

In Case C456/03,

ACTION under Article 226 EC for failure to fulfil obligations, brought on 27 October 2003,

Commission of the European Communities, represented by K. Banks, acting as Agent, with an address for
service in Luxembourg,

applicant,

v

Italian Republic, represented by I.M. Braguglia, acting as Agent, assisted by P. Gentili, avvocato dello
Stato, with an address for service in Luxembourg,

defendant,

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, J.P. Puissochet, S. von Bahr, U. Lohmus and A. O
Caoimh (Rapporteur), Judges,

Advocate General: D. RuizJarabo Colomer,

Registrar: R. Grass,

having regard to the written procedure,

after hearing the Opinion of the Advocate General at the sitting on 10 March 2005,

gives the following

Judgment

On those grounds, the Court (Third Chamber) hereby:

1. Declares that, by having failed to adopt the laws, regulations and administrative provisions necessary to
comply with Articles 3(1), 5(2), 6(2) and 8 to 12 of Directive 98/44/EC of the European Parliament and
of the Council of 6 July 1998 on the legal protection of biotechnological inventions, the Italian Republic
has failed to fulfil its obligations under Article 15 of that directive;

2. Dismisses the action as to the remainder;

3. Orders the Italian Republic to bear all the costs.

1. By its application, the Commission of the European Communities requests the Court to declare that, by
failing to adopt the laws, regulations and administrative provisions necessary to comply with Directive
98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal protection of
biotechnological inventions (OJ 1998 L 213, p. 13; the Directive'), the Italian Republic has failed to fulfil
its obligations under Article 15 of the Directive.

Legal context

Community legislation

2. Article 1(1) of the Directive provides:
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Member States shall protect biotechnological inventions under national patent law. They shall, if necessary,
adjust their national patent law to take account of the provisions of this Directive.'

3. Article 3(1) of the Directive states:

For the purposes of this Directive, inventions which are new, which involve an inventive step and which
are susceptible of industrial application shall be patentable even if they concern a product consisting of or
containing biological material or a process by means of which biological material is produced, processed
or used.'

4. Article 5 of the Directive provides:

1. The human body, at the various stages of its formation and development, and the simple discovery of
one of its elements, including the sequence or partial sequence of a gene, cannot constitute patentable
inventions.

2. An element isolated from the human body or otherwise produced by means of a technical process,
including the sequence or partial sequence of a gene, may constitute a patentable invention, even if the
structure of that element is identical to that of a natural element.

3. The industrial application of a sequence or a partial sequence of a gene must be disclosed in the patent
application.'

5. Article 6 of the Directive states:

1. Inventions shall be considered unpatentable where their commercial exploitation would be contrary to
ordre public or morality; however, exploitation shall not be deemed to be so contrary merely because it is
prohibited by law or regulation.

2. On the basis of paragraph 1, the following, in particular, shall be considered unpatentable:

(a) processes for cloning human beings;

(b) processes for modifying the germ line genetic identity of human beings;

(c) uses of human embryos for industrial or commercial purposes;

(d) processes for modifying the genetic identity of animals which are likely to cause them suffering without
any substantial medical benefit to man or animal, and also animals resulting from such processes.'

6. Chapter II of the Directive is devoted to the scope of the protection conferred by a patent relating to a
biotechnological invention. It contains the following provisions:

Article 8

1. The protection conferred by a patent on a biological material possessing specific characteristics as a
result of the invention shall extend to any biological material derived from that biological material through
propagation or multiplication in an identical or divergent form and possessing those same characteristics.

2. The protection conferred by a patent on a process that enables a biological material to be produced
possessing specific characteristics as a result of the invention shall extend to biological material directly
obtained through that process and to any other biological material derived from the directly obtained
biological material through propagation or multiplication in an identical or divergent form and possessing
those same characteristics.
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Article 9

The protection conferred by a patent on a product containing or consisting of genetic information shall
extend to all material, save as provided in Article 5(1), in which the product [is] incorporated and in
which the genetic information is contained and performs its function.

Article 10

The protection referred to in Articles 8 and 9 shall not extend to biological material obtained from the
propagation or multiplication of biological material placed on the market in the territory of a Member
State by the holder of the patent or with his consent, where the multiplication or propagation necessarily
results from the application for which the biological material was marketed, provided that the material
obtained is not subsequently used for other propagation or multiplication.

Article 11

1. By way of derogation from Articles 8 and 9, the sale or other form of commercialisation of plant
propagating material to a farmer by the holder of the patent or with his consent for agricultural use
implies authorisation for the farmer to use the product of his harvest for propagation or multiplication by
him on his own farm, the extent and conditions of this derogation corresponding to those under Article 14
of Regulation (EC) No 2100/94.

2. By way of derogation from Articles 8 and 9, the sale or any other form of commercialisation of
breeding stock or other animal reproductive material to a farmer by the holder of the patent or with his
consent implies authorisation for the farmer to use the protected livestock for an agricultural purpose. This
includes making the animal or other animal reproductive material available for the purposes of pursuing
his agricultural activity but not sale within the framework or for the purpose of a commercial reproduction
activity.

3. The extent and the conditions of the derogation provided for in paragraph 2 shall be determined by
national laws, regulations and practices.'

7. Article 12 of the Directive provides:

1. Where a breeder cannot acquire or exploit a plant variety right without infringing a prior patent, he may
apply for a compulsory licence for non-exclusive use of the invention protected by the patent inasmuch as
the licence is necessary for the exploitation of the plant variety to be protected, subject to payment of an
appropriate royalty. Member States shall provide that, where such a licence is granted, the holder of the
patent will be entitled to a cross-licence on reasonable terms to use the protected variety.

2. Where the holder of a patent concerning a biotechnological invention cannot exploit it without
infringing a prior plant variety right, he may apply for a compulsory licence for non-exclusive use of the
plant variety protected by that right, subject to payment of an appropriate royalty. Member States shall
provide that, where such a licence is granted, the holder of the variety right will be entitled to a
cross-licence on reasonable terms to use the protected invention.

3. Applicants for the licences referred to in paragraphs 1 and 2 must demonstrate that:

© An extract from a JUSTIS database



62003J0456 European Court reports 2005 Page I-05335 4

(a) they have applied unsuccessfully to the holder of the patent or of the plant variety right to obtain a
contractual licence;

(b) the plant variety or the invention constitutes significant technical progress of considerable economic
interest compared with the invention claimed in the patent or the protected plant variety.

...'

8. Finally, Article 15 of the Directive provides:

1. Member States shall bring into force the laws, regulations and administrative provisions necessary to
comply with this Directive not later than 30 July 2000. They shall forthwith inform the Commission
thereof.

When Member States adopt these measures, they shall contain a reference to this Directive or shall be
accompanied by such reference on the occasion of their official publication. The methods of making such
reference shall be laid down by Member States.

2. Member States shall communicate to the Commission the text of the provisions of national law which
they adopt in the field covered by this Directive.'

National legislation

9. Article 5 of the Italian Civil Code provides:

Acts of disposition of one's body are prohibited when they cause a permanent diminution of physical
integrity or are otherwise contrary to law, public policy or morality.'

10. Article 1bis(1) of Royal Decree No 1127 of 29 June 1939 (GURI , No 189, of 14 August 1939;
Royal Decree No 1127/39') provides:

In particular, a patent shall confer on its holder the following exclusive rights:

(a) where the patent relates to a product, the right to prohibit third parties, without his authorisation, to
produce, use, market or sell the product concerned or to import it for such purposes;

(b) where the patent relates to a process, the right to prohibit third parties, without his authorisation, to
apply the process and to use, market, sell or import for such purposes the product directly obtained
from the process concerned.'

11. Article 12 of Royal Decree No 1127/39 provides:

Inventions which are new, involve an inventive step and are susceptible of industrial application shall be
patentable.

The following, in particular, shall not be considered to be inventions for the purposes of the preceding
paragraph:

(a) discoveries, scientific theories and mathematical models;

...

The provisions of the preceding paragraph shall prevent the matters referred to therein from being
patentable only in so far as the patent application or the patent relates to discoveries, theories, plans,
principles, processes and programmes considered as such.

Processes for the surgical or therapeutic treatment of humans or animals and diagnostic procedures used on
humans and animals shall not be considered to be inventions for the purposes of the first paragraph ...'

12. Article 13 of Royal Decree No 1127/39 states:
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Inventions shall not be patentable where their exploitation would be contrary to public policy or morality;
however, exploitation of an invention cannot be deemed to be contrary thereto merely because it is
prohibited by law or administrative provision.

Animal breeds and essentially biological processes for obtaining them shall also not be patentable; this
provision shall not apply to microbiological processes or the product of those processes.'

13. Article 54(2) of Royal Decree No 1127/39 provides:

A compulsory licence as referred to in paragraph 1 may also be granted

...

(b) if the invention protected by the patent cannot be used without infringing the rights arising from a
patent granted on the basis of a prior application. In this case, a licence may be granted to the holder
of the subsequent patent to the extent necessary for exploitation of the invention so long as the latter
constitutes significant technical progress of considerable economic importance compared with the
subject-matter of the prior patent. Without prejudice to Article 54bis(5), the licence thus obtained shall
not be assignable separately from the invention which depends thereon. The holder of the patent on the
principal invention is entitled in turn to grant of a compulsory licence, on reasonable terms, in respect
of the patent on the dependent invention.'

Pre-litigation procedure

14. After establishing that the Italian Republic had not informed it of the laws, regulations and
administrative provisions adopted by the Italian Republic to comply with the Directive, and in the absence
of any other information from which it could conclude that those measures had been adopted, the
Commission sent a letter of formal notice under Article 226 EC to that Member State on 30 November
2000, calling on it to submit its observations within a period of two months.

15. On 19 December 2002, having received no reply within the period set, the Commission issued a
reasoned opinion in which it concluded that, by not adopting the provisions necessary to comply with the
Directive, the Italian Republic had failed to fulfil its obligations under the Directive. The Commission
called on the Italian Republic to adopt those provisions within a period of two months from receipt of the
reasoned opinion.

16. The Italian authorities replied by letter of 6 February 2003. Subsequently, by letter of 10 July 2003,
they indicated to the Commission that preparation of the provisions needed to transpose the Directive had
reached an advanced stage.

17. Taking the view that this information was unsatisfactory, the Commission decided to bring the present
action.

The action

18. It is to be observed at the outset that the Italian Government, while not expressly raising a plea of
inadmissibility, puts forward a number of objections of a procedural nature which may affect the
admissibility of the action. These objections relating to admissibility should accordingly be examined first,
before assessing the merits of the action.

Admissibility

19. The Italian Government contends that, given the wording of Article 1 of the Directive, according to
which the Member States must adapt their national patent law if necessary' - an obligation which
presupposes that there is already a high degree of protection and of harmonisation of national legislation -
the Commission could not in its application merely record the formal lack of transposition of the Directive
within the period laid down, but had the task, at this stage of the proceedings,
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of adducing the necessary specific proof that the domestic law in force failed wholly or partially to
comply with the Directive. The particulars put forward in this regard by the Commission in its reply were
submitted out of time and consequently cannot be taken into account.

20. The Commission submits that Article 1 of the Directive does not impose any particular burden of
proof on it when it complains that a Member State has not enacted any implementing measures. Here, the
Italian authorities never stated during the pre-litigation procedure that domestic law complied with the
Directive. Quite to the contrary, by indicating that an implementing law was in the course of being drawn
up, they admitted, at least implicitly, that specific provisions had to be adopted in order to transpose the
Directive.

21. It must be stated that the Italian Government's arguments in this respect in effect contest on two
counts the proper conduct of the infringement procedure initiated by the Commission and, therefore, the
admissibility of the present action.

22. First, by pointing out that the application merely records the absence of any transposition of the
Directive and does not show in what way the domestic law in force does not already comply with the
Directive, the Italian Government complains not only that the Commission has not proved the substance of
the failure to fulfil obligations but also that it did not place before the Court in the application the
particulars needed to establish that that failure has occurred. Second, by objecting to the possibility of this
material being put forward for the first time in the reply, the Italian Government complains that the
Commission has put forward pleas out of time.

23. So far as concerns the f a irst of those contentions, in accordance with the case-law an application
must, by virtue of Article 21 of the Statute of the Court of Justice and Article 38(1)(c) of the Rules of
Procedure of the Court of Justice, contain inter alia a brief statement of the pleas in law on which the
application is based. Accordingly, in any application lodged under Article 226 EC, the Commission must
indicate the specific complaints upon which the Court is called to rule and, at the very least in summary
form, the legal and factual particulars on which those complaints are based (see, inter alia, Case C-347/88
Commission v Greece [1990] ECR I-4747, paragraph 28).

24. The application lodged by the Commission, according to which it essentially alleges that the Italian
Republic has not adopted any measure necessary for transposing the Directive, contains a clear statement
of this complaint and of the legal and factual particulars on which it is based.

25. Admittedly, it is common ground that in that pleading the Commission did not seek to show in what
way the Italian law in force did not comply with the Directive.

26. However, it should be remembered that while, in proceedings under Article 226 EC for failure to fulfil
obligations, it is indeed incumbent upon the Commission, which has the burden of proving the allegation
that the obligation has not been fulfilled, to place before the Court the information needed to enable the
Court to establish that it has not been fulfilled, in doing which the Commission may not rely on any
presumption, it is also for the Member States, under Article 10 EC, to facilitate the achievement of the
Commission's tasks, which consist in particular, pursuant to Article 211 EC, in ensuring that the provisions
of the EC Treaty and the measures taken by the institutions pursuant thereto are applied (see, inter alia,
Case 96/81 Commission v Netherlands [1982] ECR 1791, paragraphs 6 and 7, and Case C-408/97
Commission v Netherlands [2000] ECR I-6417, paragraphs 15 and 16). It is for those reasons that Article
15 of the Directive, like other directives, imposes upon the Member States an obligation to provide
information.

27. The information which the Member States are thus obliged to supply to the Commission must be clear
and precise. It must indicate unequivocally the laws, regulations and administrative provisions by means of
which the Member State considers that it has satisfied the various requirements imposed on it by the
directive. In the absence of such information, the Commission is not in a position
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to ascertain whether the Member State has genuinely implemented the directive completely. The failure of
a Member State to fulfil that obligation, whether by providing no information at all or by providing
insufficiently clear and precise information, may of itself justify recourse to the procedure under Article
226 EC in order to establish the failure to fulfil the obligation (Case 96/81 Commission v Netherlands ,
cited above, paragraph 8).

28. In the present case, it is common ground that the Italian Government not only did not reply to the
Commission's letter of formal notice but additionally did not state in its response to the reasoned opinion
that the Directive was to be regarded as already transposed by the domestic law in force. Quite to the
contrary, since it informed the Commission, both in its response to the reasoned opinion and in its
subsequent letter of 10 July 2003, of the fact that the provisions needed to transpose the Directive were
about to be adopted, the Italian Government implicitly, but certainly, gave the Commission to understand
that the domestic law in force was not capable, without the adoption of specific measures, of transposing
the Directive correctly and completely.

29. In those circumstances, the Italian Government cannot complain that the Commission, in its
application, simply stated that the Directive had not been transposed at all within the period laid down and
did not seek to show in what way the provisions of Italian domestic law in force did not comply with the
Directive. As the Advocate General has stated in point 43 of his Opinion, the alleged lack of precision in
the application results from the Italian Government's own conduct during the pre-litigation procedure (see,
to this effect, Case C-408/97 Commission v Netherlands , cited above, paragraph 17).

30. That finding is not called into question by the fact that Article 1(1) of the Directive provides that the
Member States are, if necessary', to adjust their national patent law to take account of the Directive's
provisions. While this article allows the Member States to secure the substantive transposition of the
Directive by means of their domestic legal rules in force, it does not in any event absolve them from the
formal obligation to inform the Commission of the existence of those rules so that it can be in a position
to assess whether the rules comply with the Directive.

31. Consequently, the Italian Government's present argument must be rejected. To the extent that, as to the
remainder, the Italian Republic's line of argument seeks to dispute the allegation that it has failed to fulfil
its obligations, that failure is to be examined when considering the substance.

32. So far as concerns, second, the admissibility of the arguments put forward in the reply in order to
demonstrate that the domestic law in force did not comply with certain provisions of the Directive, it is to
be remembered that it was only in its defence that the Italian Government pleaded that the domestic law
in force complied with the Directive.

33. In these circumstances, the Commission cannot be reproached for having responded to those arguments
for the first time in its reply; the Commission is entitled, as the Court has held, to clarify the form of
order sought in order to take into account information furnished by a Member State in its defence (Case
C243/89 Commission v Denmark [1993] ECR I-3353, paragraph 20). Also, Article 42(2) of the Rules of
Procedure expressly provides that a party is entitled to introduce a new plea in law in the course of
proceedings in order to take account of matters of law or fact which come to light in the course of the
procedure.

34. Consequently, the Italian Government cannot complain that the Commission put forward in its reply
arguments which did not appear in its application.

35. It is, however, to be remembered that, in accordance with settled case-law, the subject-matter of an
action under Article 226 EC for failure to fulfil obligations is also delimited by the pre-litigation procedure
provided for by that provision, so that the application must be based on the same grounds and pleas as the
reasoned opinion (see, inter alia, Case C-96/95 Commission v Germany [1997] ECR
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I-1653, paragraph 23, Case C-439/99 Commission v Italy [2002] ECR I-305, paragraph 11, and Case
C-287/00 Commission v Germany [2002] ECR I-5811, paragraph 18).

36. According to the case-law, the purpose of the pre-litigation procedure is to give the State concerned
the opportunity, on the one hand, to comply with its obligations under Community law and, on the other,
to avail itself of its right to defend itself against the complaints formulated by the Commission (see Case
C392/96 Commission v Ireland [1999] ECR I-5901, paragraph 51, Commission v Italy , cited above,
paragraph 10, and Case C-117/02 Commission v Portugal [2004] ECR I5517, paragraph 53).

37. The proper conduct of that procedure constitutes an essential guarantee required by the Treaty not only
in order to protect the rights of the Member State concerned, but also so as to ensure that any contentious
procedure will have a clearly defined dispute as its subject-matter (see Case C-1/00 Commission v France
[2001] ECR I-9989, paragraph 53, and Case C-287/00 Commission v Germany , cited above, paragraph
17).

38. In the present case, it is clear that, as the Italian Government submits, in complaining in the course of
the pre-litigation procedure that the Italian Republic had not adopted the provisions necessary to comply
with the Directive, the Commission was essentially alleging that the Italian Republic had not transposed
the Directive at all. On the other hand, in the arguments put forward in its reply regarding the domestic
law in force, the Commission submits that the Italian Republic has not transposed certain provisions of the
Directive, thereby requiring the domestic law in force to be examined in detail in order to ascertain which
of those provisions have not in fact been transposed correctly or completely.

39. However, the requirement that the subject-matter of an action brought under Article 226 EC be
circumscribed by the pre-litigation procedure provided for by that provision cannot be stretched so far as
to mean that in every case the statement of complaints set out in the letter of formal notice, the operative
part of the reasoned opinion and the form of order sought by the action must be exactly the same,
provided that the subject-matter of the proceedings has not been extended or altered (see, to this effect,
Case C-279/94 Commission v Italy [1997] ECR I-4743, paragraph 25, and Case C-139/00 Commission v
Spain [2002] ECR I-6407, paragraph 19).

40. That is the case where, as here, the Commission, after alleging that a Member State has failed to
transpose a directive at all, specifies in its reply that the transposition pleaded for the first time by the
Member State concerned in its defence is in any event incorrect or incomplete so far as certain provisions
of the directive are concerned. Such a complaint is necessarily included in the complaint alleging a
complete failure to transpose and is subsidiary to that complaint (see, to this effect, Commission v
Portugal , cited above, paragraph 55).

41. It should be noted that in this instance the pre-litigation procedure attained its objective of protecting
the rights of the Member State in question. The Italian Republic had the opportunity to comply with its
obligations under the Directive since, as its response to the reasoned opinion and its subsequent letter of
10 July 2003 attest, it informed the Commission of the point reached in the procedure for adoption of the
legislation envisaged for that purpose. In addition, the Italian Republic had the opportunity, in the course
of this procedural phase, to show that its domestic law in force complied with the requirements laid down
by the Directive, even if it considered it unnecessary to avail itself of that opportunity in this instance
(see, in this regard, Case 274/83 Commission v Italy [1985] ECR 1077, paragraph 20).

42. Consequently, the Italian Government cannot complain that the Commission has extended or altered
the subject-matter of the action as defined by the pre-litigation procedure.

43. In light of those considerations, the Italian Government's objections seeking to contest the
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admissibility of the present action must be rejected in their entirety.

Substance

44. In the form of order sought as set out in its application, the Commission complains that the Italian
Republic has failed to adopt the provisions necessary to comply with the Directive. In its reply it submits
for completeness' in response to the arguments put forward by the Italian Republic in this respect that the
domestic law in force does not, in any event, comply with the Directive, in particular inasmuch as it does
not adequately transpose Articles 3(1), 5(2), 6(2) and 8 to 12 of the Directive.

45. The Italian Government concedes that the Law transposing the Directive was not adopted within the
period laid down by the Directive, since the legislative procedure was in progress. However, it submits
that as the Commission did not adduce proof in its application that the domestic law in force did not
comply with the Directive, the action must be dismissed. In any event, the Italian Government considers
that domestic patent law complies with the Directive.

46. It is to be noted first of all that, as is common ground, the Italian Government, contrary to its
obligation under Article 10 EC and Article 15 of the Directive, did not inform the Commission, whether
during the period for transposition or during the pre-litigation procedure, of the domestic legal measures by
means of which it considered that it had transposed the Directive. For the reasons set out in paragraph 30
of this judgment, it is irrelevant in this regard that the transposition pleaded did not have to be carried out
because the domestic law in force complied with the Directive.

47. However, since the present action concerns not a failure to fulfil the obligation to provide information
but a failure to fulfil the obligation to bring into force the laws, regulations and administrative provisions
necessary to comply with the Directive, the mere fact that the Italian Republic did not inform the
Commission that, in its view, the Directive was already transposed by the domestic law in force cannot,
contrary to what the Commission appears to suggest, be sufficient to prove the alleged failure to fulfil an
obligation.

48. In so far as the domestic legal provisions pleaded by the Italian Government were in force when the
period set in the reasoned opinion expired, the Court must take them into account when determining
whether that obligation has not been fulfilled (see, to this effect, Case C-152/98 Commission v Netherlands
[2001] ECR I3463, paragraph 21).

49. Accordingly, given the subject-matter of the action, in examining its merits the provisions of the
Directive should be compared with the national laws, regulations and administrative measures by which the
Italian Republic considers that it has implemented the Directive, in order to establish whether they
transpose it adequately.

50. It should be remembered that, according to settled case-law, each of the Member States to which a
directive is addressed is obliged to adopt, within the framework of its national legal system, all the
measures necessary to ensure that the directive is fully effective, in accordance with the objective that it
pursues (see, inter alia, Case C-478/99 Commission v Sweden [2002] ECR I-4147, paragraph 15, and Case
C-233/00 Commission v France [2003] ECR I-6625, paragraph 75).

51. While it is therefore essential that the legal situation resulting from national implementing measures is
sufficiently precise and clear to enable the individuals concerned to know the extent of their rights and
obligations, it is none the less the case that, according to the very words of the third paragraph of Article
249 EC, Member States may choose the form and methods for implementing directives which best ensure
the result to be achieved by the directives, and that provision shows that the transposition of a directive
into national law does not necessarily require legislative action in each Member State. The Court has thus
repeatedly held that it is not always necessary
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formally to enact the requirements of a directive in a specific express legal provision, since the general
legal context may be sufficient for implementation of a directive, depending on its content. In particular,
the existence of general principles of constitutional or administrative law may render superfluous
transposition by specific legislative or regulatory measures provided, however, that those principles actually
ensure the full application of the directive by the national authorities and that, where the relevant provision
of the directive seeks to create rights for individuals, the legal situation arising from those principles is
sufficiently precise and clear and that the persons concerned are put in a position to know the full extent
of their rights and, where appropriate, to be able to rely on them before the national courts (see, inter alia,
Case 29/84 Commission v Germany [1985] ECR 1661, paragraphs 22 and 23, and Case C-233/00
Commission v France , cited above, paragraph 76).

52. Consequently, it is important in each individual case to determine the nature of the provision, laid
down in a directive, to which the action for failure to fulfil obligations relates, in order to gauge the
extent of the obligation to transpose imposed on the Member States (Case C-233/00 Commission v France
, paragraph 77).

53. It is in the light of those considerations that the various complaints raised by the Commission to
demonstrate incomplete or incorrect transposition of the Directive should be examined.

The complaint alleging breach of Article 3(1) of the Directive

54. The Commission pleads that Italian legislation, in particular Article 12 of Royal Decree No 1127/39,
contains no provision relating to the possibility of obtaining a patent for an invention concerning a product
consisting of or containing biological material.

55. According to the Italian Government, the term industrial invention' adopted by Article 12 of Royal
Decree No 1127/39 and as interpreted by national case-law is, however, broad enough to include
biological material.

56. As to those submissions, by virtue of Article 3(1) of the Directive inventions which are new, involve
an inventive step and are susceptible of industrial application are to be patentable even if they concern a
product consisting of or containing biological material or a process by means of which biological material
is produced, processed or used.

57. It follows from the very wording of this provision that it provides for a specific right allowing
inventions making use of biological material to be patented, by requiring the Member States, as is apparent
from the third and eighth recitals in the preamble to the Directive, to adapt or add to national patent law
in order to ensure effective and harmonised protection of biotechnological inventions that is such as to
maintain and encourage investment in that field.

58. The Court has already held that, by requiring the Member States to protect biotechnological inventions
by means of their national patent law, the Directive aims to prevent damage to the unity of the internal
market which might result from the Member States' deciding unilaterally to grant or refuse such protection
(Case C-377/98 Netherlands v Parliament and Council [2001] ECR I-7079, paragraph 18). In so doing, the
Directive seeks, as is apparent from the fourth, fifth and sixth recitals in its preamble, to clarify the legal
protection of biotechnological i nventions in a context marked by differences between national laws and
practices that could well become greater, in particular as a result of national case-law interpreting those
laws.

59. In the present case, it is not in dispute that Italian patent law does not expressly provide that
inventions making use of biological material are patentable, since Article 12 of Royal Decree No 1127/39,
which is relied on by the Italian Government in this connection, does no more than set out generally the
conditions for the patentability of any invention.
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60. Furthermore, while the Italian Government submits that the national courts interpret broadly the term
invention' adopted by domestic patent law, it has not cited any judicial decision affirming the patentability
of inventions making use of biological material.

61. In those circumstances it appears that, despite the objective of clarification pursued by the Directive, a
state of uncertainty remains as to whether it is possible to obtain protection for biotechnological inventions
under Italian patent law.

62. Consequently, the Commission's complaint alleging breach of Article 3(1) of the Directive is well
founded.

The complaint alleging breach of Article 5(2) of the Directive

63. The Commission submits that Italian legislation does not provide for the possibility of patenting an
element isolated from the human body or otherwise produced by means of a technical process.

64. The Italian Government contends that Article 13 of Royal Decree No 1127/39 complies with Article
5(2) of the Directive. In addition, the only rule-making element of this provision is to be found in the
final part of the sentence, according to which a genetic sequence may constitute a patentable invention,
even if the structure of that element is identical to that of a natural element'. Given the broad definition
adopted by national case-law of the term invention', the patentability of artificial reproduction of an
element present in nature has never been precluded.

65. As to those submissions, under Article 5(2) of the Directive an element isolated from the human body
or otherwise produced by means of a technical process, including the sequence or partial sequence of a
gene, may constitute a patentable invention, even if the structure of that element is identical to that of a
natural element.

66. As the Court has held in this connection, the elements of the human body are not patentable in
themselves and their discovery cannot be the subject of protection. Only inventions which combine a
natural element with a technical process enabling it to be isolated or produced for an industrial application
can be the subject of an application for a patent (Netherlands v Parliament and Council , cited above,
paragraph 72).

67. Thus, as is stated in the 20th and 21st recitals in the preamble to the Directive, an element of the
human body may be part of a product which is patentable but it may not, in its natural environment, be
appropriated (Netherlands v Parliament and Council , paragraph 73).

68. That distinction applies to work on the sequence or partial sequence of human genes. The result of
such work can give rise to the grant of a patent only if the application is accompanied by both a
description of the original method of sequencing which led to the invention and an explanation of the
industrial application to which the work is to lead, as required by Article 5(3) of the Directive. In the
absence of an application in that form, there would be no invention, but rather the discovery of a DNA
sequence, which would not be patentable as such (Netherlands v Parliament and Council , paragraph 74).

69. Thus, the protection envisaged by the Directive covers only the result of inventive scientific or
technical work, and extends to biological data existing in their natural state in human beings only where
necessary for the achievement and exploitation of a particular industrial application (Netherlands v
Parliament and Council , paragraph 75).

70. It follows that Article 5(2) of the Directive thus seeks to grant specific rights as regards the
patentability of elements of the human body. Even though it provides merely for the possibility that a
patent be granted, it obliges the Member States, as is apparent from the 17th to 20th recitals in the
preamble to the Directive, to provide that their national law does not preclude the patentability of elements
isolated from the human body, in order to encourage research aimed at obtaining and
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isolating such elements valuable to medicinal production.

71. In the present case, it is clear that Italian patent law makes no provision for the possibility of elements
isolated from the human body constituting a patentable invention. In particular, contrary to the Italian
Government's submissions, Article 13 of Royal Decree No 1127/39 contains no provision to this effect.

72. Furthermore, while the Italian Government submits that the national courts interpret broadly the term
invention' adopted by domestic patent law, it has not cited any judicial decision acknowledging that it is
possible to patent elements isolated from the human body.

73. In those circumstances it appears that, despite the objective of clarification pursued by the Directive, a
state of uncertainty remains as to whether it is possible to obtain protection for such elements under Italian
patent law.

74. Consequently, the Commission's complaint alleging breach of Article 5(2) of the Directive is well
founded.

The complaint alleging breach of Article 6(2) of the Directive

75. The Commission observes that Italian legislation, in particular Article 13 of Royal Decree No 1127/39,
does not lay down that certain specific processes, such as the cloning of human beings and uses of human
embryos for industrial and commercial purposes, are not patentable. Law No 40 of 19 February 2004 on
medically assisted reproduction (GURI, No 45, of 24 February 2004; Law No 40/2004') which prohibits
physical activities relating to embryos does not relate to the patentability of inventions.

76. The Italian Government contends that Article 13 of Law No 40/2004, read in conjunction with Article
13 of Royal Decree No 1127/39, implements adequately the principles laid down in Article 6(2) of the
Directive, since Law No 40/2004 classifies human cloning and modification of the genetic identity of
human beings as practices contrary to public policy and morality and therefore prevents them from being
patentable. It further submits that Article 5 of the Civil Code prohibits acts of disposition of the human
body, so that any processes intended to modify the genetic identity of a human being cannot have patent
protection under Italian law.

77. It is to be remembered that, by virtue of Article 6(2) of the Directive, the following, in particular, are
to be considered unpatentable: processes for cloning human beings; processes for modifying the germ line
genetic identity of human beings; uses of human embryos for industrial or commercial purposes; and
processes for modifying the genetic identity of animals which are likely to cause them suffering without
any substantial medical benefit to man or animal, and also animals resulting from such processes.

78. Unlike Article 6(1) of the Directive, which allows the administrative authorities and courts of the
Member States a wide discretion in applying the exclusion from patentability of inventions whose
commercial exploitation would be contrary to ordre public (public policy) and morality, Article 6(2) allows
the Member States no discretion with regard to the unpatentability of the processes and uses which it sets
out, since the very purpose of this provision is to give definition to the exclusion laid down in Article
6(1) (see, to this effect, Netherlands v Parliament and Council , paragraphs 37 to 39). It is apparent from
the 40th recital in the preamble to the Directive that processes for cloning human beings must be excluded
unequivocally' from patentability, since there is a consensus on this question within the Community.

79. It follows that, by expressly excluding from patentability the processes and uses to which it refers,
Article 6(2) of the Directive seeks to grant specific rights in this regard.

80. It is clear that neither Article 13 of Royal Decree No 1127/39 nor Article 5 of the Civil
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Code provides expressly that the processes and uses set out in Article 6(2) of the Directive are not
patentable, since those provisions merely preclude in general terms, respectively, the patentability of
inventions whose exploitation would be contrary to public policy and morality and acts of disposition of
the human body.

81. In those circumstances it appears that, despite the objective of clarification pursued by the Directive, a
state of uncertainty remains as to the patentability of the processes and uses concerned.

82. This uncertainty constitutes a breach of the Directive all the more because Article 6(1) thereof itself
states that the commercial exploitation of an invention is not to be deemed contrary to ordre public or
morality merely because it is prohibited by law or regulation. As the Advocate General has correctly
observed in point 55 of his Opinion, this statement is to be interpreted as requiring express transposition
of the principle that commercial processes involving the use of human embryos are not patentable.

83. As to the provisions of Law No 40/2004, it is common ground that this Law was adopted after the
time-limit set in the reasoned opinion. It is settled case-law that in the context of proceedings under
Article 226 EC the question whether a Member State has failed to fulfil its obligations must be determined
by reference to the situation prevailing in the Member State at the end of the period laid down in the
reasoned opinion, and the Court cannot take account of any subsequent changes (see, inter alia, Case
C-378/98 Commission v Belgium [2001] ECR I5107, paragraph 25, and Case C-352/02 Commission v
Greece [2003] ECR I5651, paragraph 8).

84. Therefore, the Commission's complaint alleging breach of Article 6(2) of the Directive is well founded.

The complaint alleging breach of Articles 8 to 11 of the Directive

85. The Commission pleads that Italian legislation does not contain any provision concerning the scope of
the protection conferred by a patent relating to a biotechnological invention, in breach of Articles 8 to 11
of the Directive.

86. The Italian Government contends, however, that Article 1bis of Royal Decree No 1127/39 provides for
protection conferred by a patent that is as wide as the protection prescribed by those provisions of the
Directive, inasmuch as the latter merely extend the protection given by a patent relating to a
biotechnological invention to material resulting directly from the application of the patented process.

87. As to those submissions, Articles 8 to 11 of the Directive clearly seek to grant specific rights since
they define the scope of protection conferred by patents relating to a biological invention.

88. In the present case, since Italian law does not expressly provide that biological inventions are
patentable, it is undisputed that it likewise does not contain provisions specifying the scope of the
protection conferred by a patent relating to such an invention.

89. Article 1bis of Royal Decree No 1127/39 simply defines generally the rights conferred by any patent
relating to any product or process. On the other hand that provision, contrary to the requirements of
Articles 8 and 9 of the Directive, does not refer to the scope of the rights specifically conferred by the
various types of patents envisaged by those provisions, namely patents on biological material, patents on a
process that enables a biological material to be produced and patents on a product containing or consisting
of genetic information.

90. Thus, although it is correct, as the Italian Government submits, that Article 1bis(1)(b) of Royal Decree
No 1127/39 provides that a patent on a process confers on its holder the right to prohibit third parties
from using the product directly obtained from that process, the fact remains that this provision does not
require, as Article 8(2) of the Directive does, that the protection
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conferred by a patent on a process that enables a biological material to be produced possessing specific
characteristics as a result of the invention is to extend to biological material directly obtained through that
process and to any other biological material derived through propagation or multiplication in an identical
or divergent form and possessing those same characteristics.

91. Nor, contrary to Articles 8(1) and 9 of the Directive, does Italian patent law provide that the
protection conferred, first, by a patent on biological material and, second, by a patent on a product
containing or consisting of genetic information extends, respectively, to any biological material derived
from that biological material through propagation or multiplication, and to all material in which the
product is incorporated and in which the genetic information performs its function.

92. Furthermore, Article 1bis of Royal Decree No 1127/39 does not contain any of the restrictions and
derogations provided for in Articles 10 and 11 of the Directive.

93. In those circumstances it appears that, despite the objective of clarification pursued by the Directive, a
state of uncertainty remains as to the precise extent of the protection conferred by a patent relating to a
biological invention.

94. Therefore, the Commission's complaint alleging breach of Articles 8 to 11 of the Directive is well
founded.

The complaint alleging breach of Article 12 of the Directive

95. The Commission submits that Article 54 of Royal Decree No 1127/39, which provides for the grant of
compulsory licences, does not take account of the case where there is a relationship of interdependence
between a patent on a biotechnological invention and a regime governing plant variety rights.

96. The Italian Government points out that, in the situation referred to in Article 12 of the Directive, the
Italian authorities do not in practice have any discretion notwithstanding the use of the words may be
granted' in Article 54 of Royal Decree No 1127/39 and that they are therefore required to grant the
compulsory licence applied for.

97. Under Article 12 of the Directive, a non-exclusive compulsory licence may be applied for, first, in
respect of a prior patent, by the holder of a plant variety right and, second, in respect of a prior plant
variety right, by the holder of a patent on a biotechnological invention, where the exploitation of their
plant variety right and patent respectively would infringe those prior rights.

98. It is manifest that such a provision, which provides for the grant of a compulsory licence to exploit an
invention protected by a patent or by a plant variety right, seeks to confer specific rights in this regard.

99. While Article 54(2) of Royal Decree No 1127/39 provides for the grant of a compulsory licence where
an invention protected by a patent cannot be used without infringing the rights arising from another, prior,
patent, it does not provide, as Article 12(1) and (2) of the Directive does, for the grant of such a licence
in the case of interdependence between a patent on a biotechnological invention and a plant variety right.
Furthermore, Article 54(2) of Royal Decree No 1127/39 does not oblige the applicant for the compulsory
licence either to pay an appropriate royalty, as Article 12(1) and (2) of the Directive requires, or to have
applied unsuccessfully to the holder of the patent or of the plant variety right to obtain a contractual
licence, as Article 12(3) of the Directive prescribes.

100. Accordingly, the Commission's complaint alleging breach of Article 12 of the Directive is well
founded.
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The complaint alleging a failure to transpose the other provisions of the Directive

101. Despite the specific complaints which it raised in its reply, concerning breach by the Italian Republic
of certain provisions of the Directive, the Commission has not modified the initial subject of its
application, which essentially seeks a declaration that the Italian Republic has failed to transpose the
Directive at all.

102. According to the case-law, in proceedings for failure to fulfil obligations under Article 226 EC it is
incumbent upon the Commission to prove the allegation that the obligation has not been fulfilled and in so
doing it may not rely on any presumption (see, inter alia, Case 96/81 Commission v Netherlands , cited
above, paragraph 6, Case C-408/97 Commission v Netherlands , cited above, paragraph 15, and
Commission v Portugal , cited above, paragraph 80).

103. Therefore, since the Italian Government contended in its defence that the Italian domestic law in
force complied with the Directive, the Commission had the task, in order to prove that the Directive had
not been transposed at all, of placing before the Court the information needed to enable the latter to esta
blish that such a failure to fulfil obligations had occurred.

104. It is clear, however, that in its reply the Commission provides such information only in relation to
Articles 3(1), 5(2), 6(2) and 8 to 12 of the Directive, with which the complaints examined above were
concerned, and not in relation to all the remaining provisions of the Directive.

105. Contrary to what the Commission appears to suggest, the mere fact that certain provisions of the
Directive, put forward by way of example, cannot be regarded as having been transposed correctly by the
domestic law in force does not establish in the slightest that the remaining provisions of the Directive
cannot be regarded as being correctly transposed by the domestic law in force.

106. Accordingly, since the Commission has adduced no probative evidence in this regard, the action must
be dismissed in so far as it seeks a declaration that the Italian Republic has failed to transpose the
Directive at all.

107. In light of all the foregoing considerations, it is to be held that, by having failed to adopt the laws,
regulations and administrative provisions necessary to comply with Articles 3(1), 5(2), 6(2) and 8 to 12 of
the Directive, the Italian Republic has failed to fulfil its obligations under Article 15 of the Directive.

108. The remainder of the application must be dismissed.

Costs

109. Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party's pleadings.

110. Under the first subparagraph of Article 69(3) of the Rules of Procedure, the Court may order that the
costs be shared or that the parties bear their own costs in particular where each party succeeds on some
and fails on other heads. However, by virtue of the second subparagraph of Article 69(3), the Court may
also order a party, even if successful, to pay costs which the Court considers that party to have
unreasonably or vexatiously caused the opposite party to incur ,

111. In the present case, the Commission has been partially unsuccessful in its pleas, in that it sought a
declaration that the Italian Republic had failed to transpose the Directive at all.

112. In these circumstances, since the Italian Republic has not applied for the Commission to pay the costs
it must be ordered to bear its own costs.

113. As regards the Commission's costs, since the Italian Republic did not provide all the relevant
information concerning the domestic legal provisions by means of which it considered that it had
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fulfilled the various obligations imposed on it by the Directive, it cannot be held against the Commission
that it brought before the Court infringement proceedings seeking a declaration that the Directive had not
been transposed at all, rather than a declaration that some of its provisions had not been transposed
completely or correctly.

114. Furthermore, by not permitting the Commission to examine in the course of the pre-litigation
procedure whether the domestic law pleaded complies with the Directive, the Italian Republic also required
the Commission to devote resources thereto in the course of the contentious procedure, thus obstructing, as
the Advocate General has rightly pointed out in paragraph 67 of his Opinion, the normal course of the
proceedings by an evasive procedural strategy.

115. Consequently, the Italian Republic must be ordered to bear all the costs.
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Judgment of the Court
of 13 July 1995

Kingdom of Spain v Council of the European Union. Action for annulment - Council Regulation
(EEC) No 1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate

for medicinal products. Case C-350/92.

++++

1. Approximation of laws ° Uniform laws ° Industrial and commercial property ° Patent law ° Creation of
a supplementary protection certificate for medicinal products ° Powers of the Community

(EEC Treaty, Arts 36 and 222; Council Regulation No 1768/92)

2. Approximation of laws ° Measures designed to establish the single market ° Creation of a
supplementary protection certificate for medicinal products in order to prevent heterogeneous development
of national laws likely to hinder the free movement of goods ° Legal basis ° Article 100a of the Treaty

(EEC Treaty, Arts 100, 100a and 235; Council Regulation No 1768/92)

1. Neither Article 222 nor Article 36 of the Treaty reserves a power to regulate substantive patent law to
the national legislature, to the exclusion of any Community action in the matter.

Article 222, which provides that the Treaty does not in any way prejudice the rules in Member States
governing the system of property ownership, cannot be interpreted as reserving to the national legislature,
in relation to industrial and commercial property, the power to adopt measures which would adversely
affect the principle of free movement of goods within the common market as provided for and regulated
by the Treaty and as excluding any action by the Community legislature in the matter.

Article 36, which provides that the provisions of Articles 30 to 34 are not to preclude prohibitions or
restrictions justified on grounds of the protection of industrial and commercial property, is not designed to
reserve certain matters to the exclusive jurisdiction of Member States but permits national laws to derogate
from the principle of the free movement of goods to the extent to which such derogation is and continues
to be justified for the attainment of the objectives referred to in that article.

It follows that the Community had power to adopt Regulation No 1768/92 concerning the creation of a
supplementary protection certificate for medicinal products and extending the duration of the protection
conferred by a patent in certain cases.

2. Regulation No 1768/92 concerning the creation of a supplementary protection certificate for medicinal
products, which, having regard to the period needed to obtain marketing authorization, permits the duration
of the protection conferred by the patent to be extended in the case of medicinal products for which such
authorization has been granted, was validly adopted on the basis of Article 100a of the Treaty, and did not
therefore have to be adopted on the basis of Article 100 or Article 235.

The creation of that certificate, at a time when it appeared that various Member States were in the process
of strengthening the protection conferred on medicinal products by patent law, was intended to prevent the
heterogeneous development of national laws, which would be likely to create obstacles to the free
movement of medicinal products within the Community and thus directly affect the establishment and the
functioning of the internal market. It therefore came within the scope of Article 100a.

Falling as it did within the scope of Article 100a, the creation of the certificate, which strikes a balance
between the interests of patent holders on the one hand and those of consumers and the generic medicines
industry on the other, did not fall within the scope either of Article 100, from
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which Article 100a is precisely intended to derogate, or of Article 235, which is available as the legal
basis for a measure only when no other Treaty provision confers the necessary powers on the institutions
to adopt it, which would have been the case only if the point at issue were the creation of a new
industrial property right, which the supplementary certificate in question is not.

In Case C-350/92,

Kingdom of Spain, represented by Alberto Navarro Gonzalez, Director General for Community Legal and
Institutional Coordination, and by Antonio Hierro Hernandez-Mora, Abogado del Estado in the Legal
Department for Matters before the Court of Justice, subsequently replaced by Gloria Calvo Díaz, Abogado
del Estado, in the same department, acting as Agents, with an address for service in Luxembourg at the
Spanish Embassy, 4-6 Boulevard E. Servais,

applicant,

supported by

Hellenic Republic, represented by Vassileios Kontolaimos, Assistant Legal Adviser in the State Legal
Service, and by Maria Basdeki, Legal Agent, subsequently replaced by V. Pelekou, Legal Agent, acting as
Agents, with an address for service in Luxembourg at the Greek Embassy, 117 Val Sainte Croix,

intervener,

v

Council of the European Union, represented by Antonio Sacchettini, Director in its Legal Service, and by
Sophia Kyriacopoulou and Ignacio Díez Parra, of the same service, acting as Agents, with an address for
service in Luxembourg at the office of Bruno Eynard, Director of Legal Affairs of the European
Investment Bank, 100 Boulevard Konrad Adenauer,

defendant,

supported by

French Republic, represented by Philippe Pouzoulet, Deputy Director of Legal Affairs at the Ministry of
Foreign Affairs, and by Hélène Duchêne, Secretary for Foreign Affairs at the same ministry, and
subsequently by Hubert Renié, also Secretary for Foreign Affairs, acting as Agents, with an address for
service in Luxembourg at the French Embassy, 9 Boulevard du Prince Henri,

and by

Commission of the European Communities, represented by Jean Amphoux, Principal Legal Adviser, and
Ricardo Gosalbo Bono and Pieter Van Nuffel, of the Legal Service, acting as Agents, with an address for
service in Luxembourg at the office of Gomez de la Cruz, also of its Legal Service, Wagner Centre,
Kirchberg,

interveners,

APPLICATION for the annulment of Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning
the creation of a supplementary protection certificate for medicinal products,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, F.A. Schockweiler and P.J.G. Kapteyn (Presidents of
Chambers), G.F. Mancini, C.N. Kakouris, J.L. Murray, D.A.O. Edward, J.-P. Puissochet, G. Hirsch
(Rapporteur), H. Ragnemalm and L. Sevon, Judges,

Advocate General: F.G. Jacobs,
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Registrar: R. Grass,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 9 March 1995,

gives the following

Judgment

Costs

43 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party' s pleadings. Since the Council has so applied, and
the Kingdom of Spain has been unsuccessful, the latter must be ordered to pay the costs. In accordance
with Article 69(4) of the Rules of Procedure, the Hellenic Republic, the French Republic and the
Commission, which have intervened in the proceedings, shall bear their own costs.

On those grounds,

THE COURT

hereby:

1. Dismisses the application;

2. Orders the Kingdom of Spain to pay the costs;

3. Orders the Hellenic Republic, the French Republic and the Commission to bear their own costs.

1 By application lodged at the Court Registry on 4 September 1992, the Kingdom of Spain brought an
action pursuant to Article 173(1) of the EEC Treaty for the annulment of Council Regulation (EEC) No
1768/92 of 18 June 1992 concerning the creation of a supplementary protection certificate for medicinal
products (OJ 1992 L 182, p. 1), issued on the basis of Article 100a of the Treaty.

2 The second recital in the preamble to that regulation states that medicinal products, especially those that
are the result of long, costly research, will not continue to be developed in the Community and in Europe
unless they are covered by favourable rules that provide for sufficient protection to encourage such
research. The third recital states that, at the moment, the period that elapses between the filing of an
application for a patent for a new medicinal product and authorization to place the medicinal product on
the market makes the period of effective protection under the patent insufficient to cover the investment
put into the research. That situation leads to a lack of protection which penalizes pharmaceutical research
(fourth recital).

3 The sixth recital states that a uniform solution at Community level should be provided for, thereby
preventing the heterogeneous development of national laws leading to further disparities which would be
likely to create obstacles to the free movement of medicinal products within the Community and thus
directly affect the establishment and the functioning of the internal market. It is therefore necessary,
according to the seventh recital, to create a supplementary protection certificate granted, under the same
conditions, by each of the Member States at the request of the holder of a national or European patent
relating to a medicinal product for which marketing authorization has been granted; a regulation is
therefore the most appropriate legal instrument.

4 Article 1 defines the terms "basic patent" and "certificate". A "basic patent" is one which protects a
product as such, a process to obtain a product or an application of a product, and which is designated by
its holder for the purpose of the procedure for grant of a certificate. The term "certificate"

© An extract from a JUSTIS database



61992J0350 European Court reports 1995 Page I-01985 4

means the supplementary protection certificate.

5 Article 2 of the regulation defines the scope of the latter as follows:

"Any product protected by a patent in the territory of a Member State and subject, prior to being
placed on the market as a medicinal product, to an administrative authorization procedure... may... be
the subject of a certificate."

6 Article 3 lays down four conditions for obtaining a certificate, which must be fulfilled at the date of
application:

° the product must be protected by a basic patent in force in the Member State where the application is
made,

° a valid authorization to place the product on the market must have been granted,

° it must not already have been the subject of a certificate, and

° the authorization referred to above must be the first authorization to place the product on the market as
a medicinal product.

7 Article 4 provides that, within the limits of the protection conferred by the basic patent, the protection
conferred by the certificate shall extend only to the product covered by the marketing authorization.

8 Article 5 provides that, subject to the provisions of Article 4, the certificate shall confer the same rights
as conferred by the basic patent and shall be subject to the same limitations and the same obligations.

9 Under Article 6, the certificate shall be granted to the holder of the basic patent or his successor in title.

10 Article 7 provides that the application for the certificate may be lodged only after the date on which
the product obtained marketing authorization.

11 Finally, the regulation provides that the certificate is to have a uniform duration. Under Article 13:

"1. The certificate shall take effect at the end of the lawful term of the basic patent for a period equal
to the period which elapsed between the date on which the application for a basic patent was lodged
and the date of the first authorization to place the product on the market in the Community reduced by
a period of five years.

2. Notwithstanding paragraph 1, the duration of the certificate may not exceed five years from the date on
which it takes effect."

Community powers

12 The Kingdom of Spain, supported by the Hellenic Republic, argues first that, in the allocation of
powers between the Community and the Member States, the latter have not surrendered their sovereignty
in industrial property matters, as is demonstrated by the combined provisions of Articles 36 and 222 of the
Treaty.

13 Citing the case-law of the Court (judgments in Case 56/64 and 58/64 Consten and Grundig v
Commission [1966] ECR 299, especially at p. 345; Case 24/67 Parke, Davis and Co. v Centrafarm [1968]
ECR 55, especially at p. 72; Case 78/70 Deutsche Grammophon v Metro [1971] ECR 487, paragraph 11;
Case 4/73 Nold v Commission [1974] ECR 491, paragraph 14; and Case C-30/90 Commission v United
Kingdom [1992] ECR I-829, paragraphs 16 and 17), Spain argues that the Community has no power to
regulate substantive patent law, and may harmonize only those aspects relating to the
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exercise of industrial property rights which are capable of having an effect upon the achievement of the
general objectives laid down in the Treaty. Such action may not take the form of a new industrial property
right which, by its nature, content and effects, alters the basic concept in force under the national legal
systems of each of the Member States. The duration of a patent is its most important feature, since it
intrinsically affects the balance in time between the rights and obligations of its holder, whether legal or
economic in character.

14 The Council, supported by the French Republic and the Commission, argues from the case-law that the
purpose of Article 36 of the Treaty is not to reserve certain matters for the exclusive competence of
Member States. As for Article 222 of the Treaty, its purpose is to allow general freedom to Member
States in the organization of their property regimes, but it cannot completely prohibit Community
intervention in the property rights of individuals, without paralysing the powers of the Community.

15 The case-law has not excluded the possibility of the Community determining by legislation the
conditions and rules regarding the protection conferred by industrial property rights, should such action
prove necessary in pursuing its objectives. In any event, the creation of the supplementary certificate does
not in any way affect the substance of the rights of the holder of the basic patent. It is a mechanism for
correcting the shortcomings of the system for protecting pharmaceutical research, which arise from the
need to obtain marketing authorization in order to make use of the innovation.

16 In the light of those arguments, the Court must examine whether Articles 222 and 36 of the EEC
Treaty reserve the power to regulate substantive patent law for the national legislature, thereby excluding
any Community action in the matter.

17 In that respect, the Court held in its judgment in Commission v United Kingdom, cited above
(paragraphs 16 and 17), that, as Community law stands, the provisions on patents have not yet been the
subject of unification at Community level or in the context of approximation of laws, and that, in those
circumstances, it is for the national legislature to determine the conditions and rules regarding the
protection conferred by patents.

18 However, it added that the provisions of the Treaty ° and in particular Article 222, which provides that
the Treaty does not in any way prejudice the rules in Member States governing the system of property
ownership ° cannot be interpreted as reserving to the national legislature, in relation to industrial and
commercial property, the power to adopt measures which would adversely affect the principle of free
movement of goods within the common market as provided for and regulated by the Treaty (paragraph 18
of the same judgment).

19 Thus, far from endorsing the argument that rules concerning the very existence of industrial property
rights fall within the sole jurisdiction of the national legislature, the Court was anticipating the unification
of patent provisions or harmonization of the relevant national legislation.

20 The Court followed similar reasoning in relation to Article 36 of the Treaty. That provides, in
particular, that the provisions of Articles 30 to 34 shall not preclude prohibitions or restrictions justified on
grounds of the protection of industrial and commercial property, but that such prohibitions or restrictions
shall not constitute a means of arbitrary discrimination or a disguised restriction on trade between Member
States.

21 In its judgment in Case 35/76 Simmenthal v Italian Minister for Finance [1976] ECR 1871, paragraph
14, the Court held that Article 36 is not designed to reserve certain matters to the exclusive jurisdiction of
Member States but permits national laws to derogate from the principle of the free movement of goods to
the extent to which such derogation is and continues to be justified for the attainment of the objectives
referred to in that article.
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22 It follows that neither Article 222 nor Article 36 of the Treaty reserves a power to regulate substantive
patent law to the national legislature, to the exclusion of any Community action in the matter.

23 The Court has, moreover, confirmed in Opinion 1/94 ([1994] ECR I-5267, paragraph 59) that, at the
level of internal legislation, the Community is competent, in the field of intellectual property, to harmonize
national laws pursuant to Articles 100 and 100a and may use Article 235 as the basis for creating new
rights superimposed on national rights, as it did in Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark (OJ 1994 L 11, p. 1).

24 The first submission by the Kingdom of Spain must therefore be dismissed.

Legal basis

25 The second argument advanced by the Kingdom of Spain is that if the Court were to hold that the
Community has the power to adopt the contested regulation, the only legal bases for such a measure are
Articles 235 and 100 of the Treaty, which require the unanimity of all Member States and therefore do
not affect their sovereignty. Use of either of those legal bases requires in any event the conferral of a
special power upon the Community, without implying a general attribution of jurisdiction in patent matters.

26 It is settled case-law (see Case 45/86 Commission v Council [1987] ECR 1493, paragraph 13) that
Article 235 may be used as the legal basis for a measure only where no other provision of the Treaty
gives the Community institutions the necessary power to adopt it.

27 Even if Article 235 may be used to create new rights superimposed on national rights (see paragraph
23 above), it is undisputed that in this case the contested regulation does not create a new right.

28 As for Article 100 of the Treaty, the Kingdom of Spain has not put forward any valid argument that it
constitutes the legal basis of the measure taken.

29 In any event, Article 100a, which is the legal basis claimed by the Council, expressly derogates from
Article 100. It is thus important to verify whether the Council had the power to issue the contested
regulation on the basis of Article 100a of the Treaty.

30 The Kingdom of Spain argues that the regulation does not pursue the objectives set out in Article 8a of
the EEC Treaty, to which Article 100a refers. As far as the free movement of goods is concerned, the
certificate, by its very nature, tends to extend the compartmentalization of the market beyond the duration
of the basic patent, and thus add to the exceptions provided for in Article 36 of the Treaty, without the
extension of the scope of that provision being justified by the Community objective.

31 The Kingdom of Spain adds that, by prolonging the monopoly in marketing the product enjoyed by the
undertakings which hold the patent or which have obtained the corresponding licences, the supplementary
certificate has the effect of preventing the generic medicines industry from competing freely with those
undertakings, to the obvious detriment of consumers, who would be able to obtain the medicines at better
prices from the moment the monopoly situation ended.

32 In its judgment in Case C-300/89 Commission v Council [1991] ECR I-2867, paragraph 15, the Court
held that, in order to give effect to the fundamental freedoms mentioned in Article 8a, harmonizing
measures are necessary to deal with disparities between the laws of the Member States in areas where
such disparities are liable to create or maintain distorted conditions of competition. For that reason, Article
100a empowers the Community to adopt measures for the approximation of the provisions laid down by
law, regulation or administrative action in Member States and lays down the procedure to be followed for
that purpose.

© An extract from a JUSTIS database



61992J0350 European Court reports 1995 Page I-01985 7

33 In the same way, harmonizing measures are necessary to deal with disparities between the laws of the
Member States in so far as such disparities are liable to hinder the free movement of goods within the
Community.

34 In this case, the Council has pointed out that, at the time the contested regulation was adopted,
provisions concerning the creation of a supplementary protection certificate for medicinal products existed
in two Member States and were at the draft stage in another State. The contested regulation is intended
precisely to establish a uniform Community approach by creating a supplementary certificate which may
be obtained by the holder of a national or European patent under the same conditions in each Member
State, and by providing, in particular, for a uniform duration of protection (Article 13).

35 The regulation thus aims to prevent the heterogeneous development of national laws leading to further
disparities which would be likely to create obstacles to the free movement of medicinal products within
the Community and thus directly affect the establishment and the functioning of the internal market (sixth
recital).

36 The Council rightly emphasizes that differences in the protection given in the Community to one and
the same medicine would give rise to a fragmentation of the market, whereby the medicine would still be
protected in some national markets but no longer protected in others. Such differences in protection would
mean that the marketing conditions for the medicines would themselves be different in each of the
Member States.

37 The Kingdom of Spain rightly argues that the objectives set out in Article 8a of the EEC Treaty
require that a balance be struck in this case between the interests of undertakings which hold patents and
the interests of undertakings which manufacture generic medicines.

38 Nevertheless, the regulation recognizes the necessity, in a sector as complex as the pharmaceutical
sector, to take all the interests at stake into account, including those of public health (ninth recital). In that
regard, Article 13(2) of the regulation provides that the certificate may not be issued for a period longer
than five years.

39 In those circumstances, it does not appear that the Council has disregarded the interests of consumers
or of the generic medicines industry.

40 It follows from the above that the regulation was validly adopted on the basis of Article 100a of the
Treaty, and did not therefore have to be adopted on the basis of Article 100 or Article 235.

41 The plea challenging the regulation for lack of a legal basis is therefore without foundation.

42 Since both the applicant' s pleas have failed, the action must be dismissed.
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Judgment of the Court
of 11 November 1997

Frits Loendersloot, trading as F. Loendersloot Internationale Expeditie v George Ballantine & Son
Ltd and Others.

Reference for a preliminary ruling: Hoge Raad - Netherlands.
Article 36 of the EC Treaty - Trade mark rights - Relabelling of whisky bottles.

Case C-349/95.

Free movement of goods - Industrial and commercial property - Trade mark rights - Product put on the
market in a Member State by the trade mark owner or with his consent - Reaffixing by a third party of
the label bearing the trade mark - Opposition by the trade mark owner - Permissible - Conditions

(EC Treaty, Art. 36)

Article 36 must be interpreted as meaning that the owner of trade mark rights may, even if that
constitutes a barrier to intra-Community trade, rely on those rights to prevent a third party from removing
and then reaffixing or replacing labels bearing the mark which the owner has himself affixed to products
he has put on the Community market, unless the following conditions are satisfied:

- it is established that the use of the trade mark rights by the owner to oppose the marketing of the
relabelled products under that trade mark would contribute to the artificial partitioning of the markets
between Member States. That is the case in particular if the labels are removed and reaffixed for the
purpose of removing the identification numbers which the owner has applied to his products in order to be
able to reconstruct the itinerary of those products, with the purpose of preventing dealers from supplying
persons carrying on parallel trade. However, where identification numbers have been applied to comply
with a legal obligation or to attain important objectives which are legitimate from the point of view of
Community law, the fact that an owner of trade mark rights makes use of those rights to prevent a third
party from removing and then reaffixing or replacing labels bearing his trade mark in order to remove
those numbers does not contribute to an artificial partitioning of the markets between Member States;

- it is shown that the relabelling cannot affect the original condition of the product;

- the presentation of the relabelled product is not such as to be liable to damage the reputation of the
trade mark and its owner; and

- the person who relabels the products informs the trade mark owner of the relabelling before the
relabelled products are put on sale.

In Case C-349/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the Hoge Raad der Nederlanden for a
preliminary ruling in the proceedings pending before that court between

Frits Loendersloot, trading as F. Loendersloot Internationale Expeditie,

and

George Ballantine & Son Ltd and Others

on the interpretation of Article 36 of the EC Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann (Rapporteur), H. Ragnemalm, M. Wathelet
(Presidents of Chambers), J.C. Moitinho de Almeida, P.J.G. Kapteyn, J.L. Murray, D.A.O. Edward, G.
Hirsch, P. Jann and L. Sevon, Judges,
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Advocate General: F.G. Jacobs,

Registrar: D. Louterman-Hubeau, Principal Administrator,

after considering the written observations submitted on behalf of:

- Frits Loendersloot, trading as F. Loendersloot Internationale Expeditie, by G. van der Wal, of the Hague
Bar,

- George Ballantine & Son Ltd and Others, by W.A. Hoyng, of the Eindhoven Bar,

- the United Kingdom Government, by S. Braviner, of the Treasury Solicitor's Department, acting as
Agent, and M. Silverleaf, Barrister,

- the Commission of the European Communities, by H. van Lier, Legal Adviser, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Frits Loendersloot, trading as F. Loendersloot Internationale
Expeditie, represented by G. van der Wal, of George Ballantine & Son Ltd and others, represented by
W.A. Hoyng, of the United Kingdom Government, represented by L. Nicoll, of the Treasury Solicitor's
Department, acting as Agent, and M. Silverleaf, and of the Commission, represented by H. van Lier, at the
hearing on 7 January 1997,

after hearing the Opinion of the Advocate General at the sitting on 27 February 1997,

gives the following

Judgment

Costs

52 The costs incurred by the United Kingdom Government and by the Commission of the European
Communities, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the action pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge Raad der Nederlanden by judgment of 3 November
1995, hereby rules:

Article 36 of the EC Treaty must be interpreted as meaning that the owner of trade mark rights may, even
if that constitutes a barrier to intra-Community trade, rely on those rights to prevent a third party from
removing and then reaffixing or replacing labels bearing the mark which the owner has himself affixed to
products he has put on the Community market, unless:

- it is established that the use of the trade mark rights by the owner to oppose the marketing of the
relabelled products under that trade mark would contribute to artificial partitioning of the markets between
Member States;

- it is shown that the relabelling cannot affect the original condition of the product;

- the presentation of the relabelled product is not such as to be liable to damage the reputation of the
trade mark and its owner; and

- the person who relabels the products informs the trade mark owner of the relabelling before the
relabelled products are put on sale.

1 By judgment of 3 November 1995, received at the Court on 13 November 1995, the Hoge Raad der
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Nederlanden (Supreme Court of the Netherlands) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty four questions on the interpretation of Article 36 of that Treaty.

2 Those questions were raised in proceedings between Frits Loendersloot, residing in the Netherlands,
trading as F. Loendersloot Internationale Expeditie (hereinafter `Loendersloot'), and George Ballantine &
Son Ltd and 14 other companies established in Scotland or England (hereinafter `Ballantine and others').

3 Ballantine and others produce and market alcoholic drinks, particularly whisky. Their products enjoy a
high reputation and are sold in almost all countries of the world.

4 Those drinks are marketed in bottles to which the manufacturers affix labels bearing their respective
trade marks. Those marks also appear on the packaging of the bottles. In addition, Ballantine and others
place identification numbers both on the labels or elsewhere on the bottles and on the packaging.

5 Loendersloot is a transport and warehousing firm. Its customers include traders who engage in `parallel'
trade. They buy the products of Ballantine and others in countries where prices are relatively low, and
resell them in countries where prices are higher.

6 In 1990 Ballantine and others brought proceedings against Loendersloot in the Arrondissementsrechtbank
(District Court) Breda seeking an order restraining Loendersloot from doing certain actions which infringed
their trade mark rights or were otherwise unlawful, in particular:

- removing the labels bearing their trade marks and reapplying them by reaffixing the original labels or
replacing them with copies,

- removing the identification numbers on or underneath the original labels and on the packaging of the
bottles,

- removing the English word `pure' and the name of the importer approved by Ballantine and others from
the original labels, and in certain cases replacing that name by the name of another person, and

- exporting the products thus treated to traders in France, Spain, England, the United States and Japan.

7 Loendersloot argued that even if it had carried out those actions, they did not constitute infringements of
trade mark rights, nor were they unlawful on other grounds. It submitted in particular that the actions were
necessary to allow parallel trade in the products in question on certain markets.

8 The Arondissementsrechtbank held that the removal of the identification numbers constituted an unlawful
act for reasons not connected with trade mark rights, and prohibited Loendersloot from removing them
from the bottles and packaging and from exporting the products thus treated. It also found that removing
the trade marks from the bottles and packaging and reapplying them constituted infringements of trade
mark rights, and therefore ordered Ballantine and others to produce evidence of the trade mark rights they
claimed.

9 Loendersloot appealed against that judgment to the Gerechtshof (Regional Court) 's-Hertogenbosch.
Ballantine and others cross-appealed.

10 The Gerechtshof set aside the judgment of the Arrondissementsrechtbank in so far as it prohibited the
removal of the identification numbers and the export of the products in question. With respect to the
alleged infringements of trade mark rights, however, the Gerechtshof held that the
Arrondissementsrechtbank had rightly concluded that the removal and reapplication of a trade mark by a
third party constituted an unlawful use of that mark. It rejected Loendersloot's argument that Articles 30
and 36 of the EC Treaty precluded the court from ordering the injunctive relief sought by Ballantine and
others,
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on the ground that the exclusive right of a trade mark owner to affix that mark formed part of the specific
subject-matter of trade marks.

11 Loendersloot appealed on a point of law to the Hoge Raad, and Ballantine and others cross-appealed.
Loendersloot argued in particular that the possibility for the owner of a trade mark, under his national
legislation, to prevent a third party from removing and reapplying his mark did not form part of the
specific subject-matter of trade mark rights, and that Ballantine and others were using their trade mark
rights in order to be able to maintain a system of identification numbers whose sole purpose was to
combat parallel trade by means incompatible with Community law.

12 Ballantine and others argued that the exclusive right they relied on formed part of the specific
subject-matter of trade mark rights, and that the identification numbers pursued only legitimate interests
such as the recall of defective products and the need to combat counterfeiting.

13 In the judgment making the order for reference, the Hoge Raad held that the removal and reapplication
of a trade mark by a third party without the consent of the trade mark owner were prohibited by the
relevant national law. Since it considered that it could not rule on the arguments relating to Article 36 of
the Treaty without first making a reference to the Court of Justice, the Hoge Raad stayed the proceedings
and referred the following questions to the Court for a preliminary ruling:

`1. Is the specific subject-matter of the rights attaching to a trade mark to be regarded as including the
possibility afforded to the proprietor of a trade mark under national law to oppose, with regard to
alcoholic drinks manufactured by him, the removal by a third party of labels affixed by the proprietor on
bottles and on the packaging containing them, and bearing his mark, after the drinks have been placed by
him on the Community market in that packaging, and the subsequent reapplication of those labels by that
third party or their replacement by similar labels, without thereby in any way damaging the original
condition of the product?

2. In so far as the labels are replaced by other similar labels, is the position different where the third party
omits the indication "pure" appearing on the original labels and/or, as the case may be, replaces the
importer's name with another name?

3. If Question 1 falls to be answered in the affirmative, but the proprietor of the trade mark avails himself
of the possibility referred to in that question in order to prevent the third party from removing the
identification marks which the trade mark proprietor has affixed on or underneath the labels in order to
enable the trade mark proprietor to detect shortfalls within his sales organization and thus to combat
parallel trade in his products, must such an exercise of the trade mark right be regarded as a "disguised
restriction on trade between Member States" aimed at achieving an artificial compartmentalization of the
markets?

4. To what extent is the answer to Question 3 affected where the trade mark proprietor has affixed those
identification marks either pursuant to a legal obligation or voluntarily, but in any event with a view to
making a "product recall" possible and/or in order to limit his product liability and/or to combat
counterfeiting, or, as the case may be, solely in order to combat parallel trade?'

Preliminary remarks

14 The national court put its questions on the basis of the following three premisses:

- the removal and reapplication or replacement of the trade marks of Ballantine and others constitute
infringements of their trade mark rights under national law;

- the injunctive relief sought by Ballantine and others create barriers to the free movement of goods
between Member States, which are contrary in principle to the relevant provisions of the Treaty, and
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- such barriers may be permitted under Article 36 of the Treaty if they are justified for reasons of the
protection of industrial and commercial property, provided that they constitute neither an arbitrary means
of discrimination nor a disguised restriction on trade between Member States.

15 As to the second premiss, Ballantine and others deny that the injunctive relief sought constitutes
barriers to intra-Community trade, since there is nothing to prevent Loendersloot from exporting the
products in question in their original condition to other Member States.

16 On this point, as the Advocate General has observed in point 25 of his Opinion, there is no reason to
question the national court's assessment that prohibitory measures such as those sought by Ballantine and
others constitute barriers to the free movement of goods between Member States laid down by Articles 30
and 34 of the EC Treaty.

17 As to the third premiss, it has been suggested that the national court's questions should be answered
within the framework not of Article 36 of the Treaty but of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1), which was to be transposed into the national laws of the Member States by 31 December 1992 at the
latest.

18 On this point, it suffices to note that it is for the national court to determine whether, from the point
of view of the national rules applicable to orders such as those sought in the main proceedings, the
dispute before it is to be resolved on the basis of Article 36 of the Treaty or of Directive 89/104, Article
7 of which regulates the question of exhaustion of trade mark rights in relation to goods which have been
put on the market in the Community. However, Article 7 of that directive, like Article 36 of the Treaty, is
intended to reconcile the fundamental interest in protecting trade mark rights with the fundamental interest
in the free movement of goods within the common market, so that those two provisions, which aim to
achieve the same result, must be interpreted in the same way (Joined Cases C-427/93, C-429/93 and
C-436/93 Bristol-Myers Squibb and Others v Paranova [1996] ECR I-3457, paragraph 40; Joined Cases
C-71/94, C-72/94 and C-73/94 Eurim-Pharm v Beiersdorf and Others [1996] ECR I-3603, paragraph 27,
and Case C-232/94 MPA Pharma v Rhône-Poulenc Pharma [1996] ECR I-3671, paragraph 13).

The questions

19 By its four questions, which should be considered together, the national court essentially asks whether
Article 36 of the Treaty is to be interpreted as meaning that the owner of trade mark rights may, even if
that constitutes a barrier to intra-Community trade, rely on those rights to prevent a third party from
removing and then reaffixing or replacing labels bearing the mark which the owner has himself affixed to
products he has put on the Community market, where the original condition of the products is not
affected.

20 The questions concern more particularly situations where the relabelling is done for the purpose of

- removing the identification numbers placed by the trade mark owner on or underneath the labels and on
the packaging of the bottles, and

- removing the English word `pure' and the name of the approved importer from the labels, and in certain
cases replacing that name with the name of another person.

With respect to the first situation, the Court is asked to rule on whether it is significant, first, that the
trade mark owner makes use of his rights in order to prevent a third party from removing the
identification numbers which enable him to detect weaknesses in his sales organization and so combat
parallel trade and, second, that the identification numbers have other purposes, such as complying with a
legal obligation, making it possible to recall the product, limiting the manufacturer's
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liability or combating counterfeiting.

The case-law of the Court

21 In answering those questions, it should be noted that, according to the Court's case-law, Article 36
allows derogations from the fundamental principle of the free movement of goods within the common
market only in so far as such derogations are justified in order to safeguard the rights which constitute the
specific subject-matter of the industrial and commercial property in question.

22 With respect to trade mark rights, the Court has held that they constitute an essential element in the
system of undistorted competition which the Treaty is intended to establish. In such a system, undertakings
must be able to attract and retain customers by the quality of their products or services, which is made
possible only by distinctive signs allowing them to be identified. For the trade mark to be able to fulfil
that function, it must constitute a guarantee that all products which bear it have been manufactured under
the control of a single undertaking to which responsibility for their quality may be attributed (see, in
particular, Case C-10/89 CNL-SUCAL v HAG GF (hereinafter `HAG II') [1990] ECR I-3711, paragraph
13, and Bristol-Myers Squibb, cited above, paragraph 43). Consequently, the specific subject-matter of a
trade mark is in particular to guarantee to the owner that he has the exclusive right to use that mark for
the purpose of putting a product on the market for the first time and thus to protect him against
competitors wishing to take unfair advantage of the status and reputation of the trade mark by selling
products illegally bearing it (see, in particular, Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR
1139, paragraph 7; HAG II, paragraph 14; and Bristol-Myers Squibb, paragraph 44).

23 It follows in particular that the owner of a trade mark protected by the legislation of a Member State
cannot rely on that legislation in order to oppose the importation or marketing of a product which has
been put on the market in another Member State by him or with his consent (see, in particular,
Bristol-Myers Squibb, paragraph 45). Trade mark rights are not intended to allow their owners to partition
national markets and thus assist the maintenance of price differences which may exist between Member
States (see Bristol-Myers Squibb, paragraph 46).

24 With respect more particularly to the question whether a trade mark owner's exclusive right includes
the power to oppose the use of the trade mark by a third party after the product has been repackaged, the
Court has held that account must be taken of the essential function of the trade mark, which is to
guarantee to the consumer or end user the identity of the trade-marked product's origin by enabling him to
distinguish it without any risk of confusion from products of different origin. That guarantee of origin
means that the consumer or end user can be certain that a trade-marked product offered to him has not
been subject at a previous stage of marketing to interference by a third party, without the authorization of
the trade mark owner, in such a way as to affect the original condition of the product (see, in particular,
Hoffmann-La Roche, paragraph 7, and Bristol-Myers Squibb, paragraph 47).

25 The Court has thus held that the right conferred upon the trade mark owner to oppose any use of the
trade mark which is liable to impair the guarantee of origin, as so understood, forms part of the specific
subject-matter of the trade mark right, the protection of which may justify derogation from the
fundamental principle of the free movement of goods (Hoffmann-La Roche, paragraph 7, Case 1/81 Pfizer
v Eurim-Pharm [1981] ECR 2913, paragraph 9, and Bristol-Myers Squibb, paragraph 48).

26 Applying those principles in the context of disputes concerning the repackaging of pharmaceutical
products for purposes of parallel trade, the Court has held that Article 36 of the Treaty must be interpreted
as meaning that a trade mark owner may in principle legitimately oppose the further marketing of a
pharmaceutical product where the importer has repackaged it and reaffixed the trade
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mark (see, in particular, Hoffmann-La Roche, paragraph 8, and, with respect to Article 7(2) of Directive
89/104, Bristol-Myers Squibb, paragraph 50).

27 Contrary to Loendersloot's assertion, that case-law applies also to cases such as that in the main
proceedings. The product bearing the trade mark has in the present case likewise been subject to
interference by a third party, without the authorization of the trade mark owner, which is liable to impair
the guarantee of origin provided by the trade mark.

28 It should be noted, however, that according to the case-law of the Court (see, in particular,
Hoffmann-La Roche, paragraph 10, Case 3/78 Centrafarm v American Home Products [1978] ECR 1823,
paragraphs 21 and 22, and Bristol-Myers Squibb, paragraphs 49 and 50) Article 36 does not permit the
owner of the trade mark to oppose the reaffixing of the mark where such use of his trade mark rights
contributes to the artificial partitioning of the markets between Member States and where the reaffixing
takes place in such a way that the legitimate interests of the trade mark owner are observed. Protection of
those legitimate interests means in particular that the original condition of the product inside the packaging
must not be affected, and that the reaffixing is not done in such a way that it may damage the reputation
of the trade mark and its owner.

29 It follows that under Article 36 of the Treaty the owner of trade mark rights may rely on those rights
to prevent a third party from removing and then reaffixing or replacing labels bearing the trade mark,
unless:

- it is established that the use of the trade mark rights by the owner to oppose the marketing of the
relabelled products under that trade mark would contribute to the artificial partitioning of the markets
between Member States;

- it is shown that the repackaging cannot affect the original condition of the product, and

- the presentation of the relabelled product is not such as to be liable to damage the reputation of the
trade mark and its owner.

30 According to the Court's case-law a person who repackages pharmaceutical products is also required to
inform the trade mark owner of the repackaging, to supply him, on demand, with a specimen of the
repackaged product, and to state on the repackaged product the person responsible for the repackaging
(see, in particular, Bristol-Myers Squibb).

31 The application of those conditions to circumstances such as those of the main proceedings must
therefore be examined.

32 As to the original condition of the product, the wording of Question 1 indicates that in the national
court's opinion the relabelling at issue in the main proceedings has no adverse effect upon it.

33 As to protection of the reputation of the trade mark, a third party who relabels the product must ensure
that the reputation of the trade mark - and hence of its owner - does not suffer from an inappropriate
presentation of the relabelled product (see, in particular, Bristol-Myers Squibb, paragraphs 75 and 76). To
assess whether that is the case in the main proceedings, the national court must take into account in
particular the interest of Ballantine and others in protecting the luxury image of their products and the
considerable reputation they enjoy.

34 It appears from the case-file that the crux of the dispute is, in particular, application of the condition
relative to the owner's use of the trade mark contributing to artificial partitioning of the markets between
Member States.

35 On this point, the Court held in Bristol-Myers Squibb, paragraph 52, that use of trade mark rights by
their owner in order to oppose the marketing under that trade mark of products repackaged
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by a third party would contribute to the partitioning of markets between Member States, in particular
where the owner has placed an identical pharmaceutical product on the market in several Member States in
various forms of packaging and the product may not, in the condition in which it has been marketed by
the trade mark owner in one Member State, be imported and put on the market in another Member State
by a parallel importer.

36 The Court went on to hold, in paragraphs 56 and 57 of that judgment, that the possibility for the
owner of trade mark rights to oppose the marketing of repackaged products under his trade mark should
be limited only in so far as the repackaging undertaken by the importer is necessary in order to market the
product in the Member State of importation. It need not be established, on the other hand, that the trade
mark owner has deliberately sought to partition the markets between Member States.

37 In the main proceedings Loendersloot submits that the owner's use of trade mark rights to prevent it
from carrying out the relabelling at issue contributes to artificial partitioning of the markets between
Member States thereby maintaining price differences which are not justified by differences in real costs. It
considers that the relabelling is necessary for two reasons. First, it is essential in order to make it possible
to remove the identification numbers placed on the bottles by Ballantine and others, that being necessary
to preserve the anonymity of the dealers engaged in parallel trade. Without that anonymity Loendersloot
would be unable to obtain supplies from traders authorized by Ballantine and others, who fear the
imposition of sanctions on them by the producers if they know the identity of the dealers engaged in
parallel sales. Second, relabelling is necessary in order to make it possible to remove the word `pure' or
alter the references to the importer, so as to permit marketing in the country of destination.

38 It should be observed that the task of the national courts, who have to assess whether the relabelling is
necessary in order to prevent artificial partitioning of the markets between Member States, is different in
cases such as that in the main proceedings and cases concerning the repackaging of pharmaceutical
products. In the latter the national courts must consider whether circumstances in the markets of their own
States make repackaging objectively necessary. In the present case, on the other hand, the national court
must assess whether the relabelling is necessary to protect the sources of supply of the parallel trade and
to enable the products to be marketed on the various markets of the Member States for which they are
intended.

Removal of the identification numbers

39 With respect to the removal and reaffixing or replacing of labels in order to remove the identification
numbers, Ballantine and others observe that that removal is not necessary to enable the products in
question to be marketed on the markets of the various Member States in accordance with the rules in force
there.

40 It should be observed that, while that statement is correct, removal of the identification numbers might
nevertheless prove necessary, as Loendersloot has observed, to prevent artificial partitioning of the markets
between Member States caused by difficulties for persons involved in parallel trade in obtaining supplies
from distributors of Ballantine and others for fear of sanctions being imposed by the producers in the
event of sales to such persons. Even if, as Ballantine and others state, such conduct on the part of the
producers would be in breach of the Treaty rules on competition, it cannot be excluded that identification
numbers have been placed on products by producers to enable them to reconstruct the itinerary of their
products, with the purpose of preventing their dealers from supplying persons carrying on parallel trade.

41 It must also be acknowledged, however, that for the producers application of identification numbers
may be necessary to comply with a legal obligation, in particular under Council Directive

© An extract from a JUSTIS database



61995J0349 European Court reports 1997 Page I-06227 9

89/396/EEC of 14 June 1989 on indications or marks identifying the lot to which a foodstuff belongs (OJ
1989 L 186, p. 21), or to realise other important objectives which are legitimate from the point of view of
Community law, such as the recall of faulty products and measures to combat counterfeiting.

42 In those circumstances, where identification numbers have been applied for purposes such as those
mentioned in the preceding paragraph, the fact that an owner of trade mark rights makes use of those
rights to prevent a third party from removing and then reaffixing or replacing labels bearing his trade
mark in order to eliminate those numbers does not contribute to artificial partitioning of the markets
between Member States. In such situations there is no reason to limit the rights which the trade mark
owner may rely on under Article 36 of the Treaty.

43 Where it is established that the identification numbers have been applied for purposes which are
legitimate from the point of view of Community law, but are also used by the trade mark owner to enable
him to detect weaknesses in his sales organization and thus combat parallel trade in his products, it is
under the Treaty provisions on competition that those engaged in parallel trade should seek protection
against action of the latter type.

Removal of the word `pure' and the importer's name on the labels

44 Loendersloot submits that the interest of its customers in removing the word `pure' and the importer's
name from the labels, and in certain cases substituting the parallel importer's name, is bound up with the
provisions on labelling in force in the country of destination. By those actions Loendersloot merely makes
the product marketable on the markets in question. Loendersloot observes here that some countries prohibit
the use of the word `pure' and that it may be necessary to remove the name of the official importer on the
label or substitute for it the name of the parallel importer in order to comply with the rules of the country
of destination of the product, even though those rules were harmonized in the Community by Council
Directive 79/112/EEC of 18 December 1978 on the approximation of the laws of the Member States
relating to the labelling, presentation and advertising of foodstuffs for sale to the ultimate consumer (OJ
1979 L 33, p. 1).

45 On this point, it must be stated that use by Ballantine and others of their trade mark rights to prevent
relabelling for the purposes mentioned by Loendersloot would contribute to artificial partitioning of the
markets between Member States if it were established that the use of the English word `pure' and the
name of the approved importer on the original labels would prevent the products in question from being
marketed in the Member State of destination because it was contrary to the rules on labelling in force in
that State. In such a situation, relabelling would be necessary for the product to be marketed in that State.

46 The person carrying out the relabelling must, however, use means which make parallel trade feasible
while causing as little prejudice as possible to the specific subject-matter of the trade mark right. Thus if
the statements on the original labels comply with the rules on labelling in force in the Member State of
destination, but those rules require additional information to be given, it is not necessary to remove and
reaffix or replace the original labels, since the mere application to the bottles in question of a sticker with
the additional information may suffice.

Other possible requirements

47 Finally, it is necessary to consider the other requirements of the Court's case-law as regards
repackaging of pharmaceutical products and referred to in paragraph 30 above, namely that a person who
repackages products must inform the trade mark owner of the repackaging, must supply him, on demand,
with a specimen of the repackaged product, and must state on the repackaged product the person
responsible for the repackaging. Ballantine and others submit that if, in cases such as that in the main
proceedings, Community law limits their right in accordance with national rules on trade marks to oppose
the reaffixing of the trade marks, then those same conditions must apply.
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Loendersloot, on the other hand, considers that those conditions apply only to the repackaging of
pharmaceutical products.

48 On this point, the Court has considered that the imposition of such conditions on the person carrying
out repackaging is justified by the fact that the essential requirements of the free movement of goods mean
that that person is recognized as having certain rights which, in normal circumstances, are reserved for the
trade mark owner himself (see Bristol-Myers Squibb, paragraph 68). In formulating those conditions,
account was taken of the legitimate interests of the trade mark owner with regard to the particular nature
of pharmaceutical products.

49 However, in circumstances such as those in the main proceedings, having regard to the nature of the
action of the person carrying out the relabelling, the interests of the trade mark owner, and in particular
his need to combat counterfeiting, are given sufficient weight if that person gives him prior notice that the
relabelled products are to be put on sale.

50 In the light of the foregoing, the answer to the national court's questions must be that Article 36 of the
Treaty is to be interpreted as meaning that the owner of trade mark rights may, even if that constitutes a
barrier to intra-Community trade, rely on those rights to prevent a third party from removing and then
reaffixing or replacing labels bearing the mark which the owner has himself affixed to products he has put
on the Community market, unless:

- it is established that the use of the trade mark rights by the owner to oppose the marketing of the
relabelled products under that trade mark would contribute to artificial partitioning of the markets between
Member States;

- it is shown that the relabelling cannot affect the original condition of the product;

- the presentation of the relabelled product is not such as to be liable to damage the reputation of the
trade mark and its owner; and

- the person who relabels the products informs the trade mark owner of the relabelling before the
relabelled products are put on sale.

51 It is for the national court to assess whether those conditions are satisfied in the case before it, taking
account of the considerations mentioned above.
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Judgment of the Court
of 11 July 1996

MPA Pharma GmbH v Rhône-Poulenc Pharma GmbH.
Reference for a preliminary ruling: Oberlandesgericht Köln - Germany.
Repackaging of trade-marked products - Article 36 of the EC Treaty.

Case C-232/94.

++++

1. Acts of the institutions ° Directives ° Direct effect ° Limits ° Possibility of relying on a directive
against an individual ° Excluded ° Implementation by Member States ° Obligations of national courts

(EC Treaty, Art. 189, third para.)

2. Free movement of goods ° Industrial and commercial property ° Trade mark ° Product put on the
market in a Member State by the trade mark owner or with his consent ° Importation, after repackaging
and reaffixing of the trade mark, into another Member State ° Opposition by the trade mark owner °
Permissibility ° Conditions

(EC Treaty, Art. 36; Council Directive 89/104, Art. 7(2))

1. Although a directive may not of itself impose obligations on an individual and cannot therefore be
relied upon as such against him, the national court which applies national law and is required to interpret
it must as far as possible do so, whether the provisions in question were adopted before or after the
directive, in the light of the wording and the purpose of the directive so as to achieve the result it has in
view and thereby comply with the third paragraph of Article 189 of the Treaty.

2. Article 36 of the Treaty must be interpreted as meaning that a trade mark owner may rely upon his
rights as owner to prevent an importer from marketing a pharmaceutical product which was put on the
market in another Member State by the owner or with his consent, where that importer has repackaged the
product and reaffixed the trade mark thereto without the owner' s authorization, unless the following
conditions are satisfied:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that requirement does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs from their original external
packaging and their insertion into new external packaging, or the addition to the packaging of new user
instructions or information; it is for the national court to verify that the original condition of the product
inside the packaging is not indirectly affected, for example, by the fact that the external or inner
packaging of the repackaged product or new user instructions or information omits certain important
information or gives inaccurate information;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; however, it is not necessary to indicate that the repackaging was
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carried out without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.

That interpretation of Article 36 of the Treaty also applies to Article 7(2) of the First Directive 89/104 on
trade marks, the aim of both provisions being identical.

In Case C-232/94,

REFERENCE to the Court under Article 177 of the EC Treaty by the Oberlandesgericht Koeln (Germany)
for a preliminary ruling in the proceedings pending before that court between

MPA Pharma GmbH

and

Rhône-Poulenc Pharma GmbH

on the interpretation of Article 36 of the EC Treaty in relation to trade marks,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C.N. Kakouris, J.-P Puissochet and G. Hirsch (Presidents
of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, C. Gulmann (Rapporteur), P. Jann and H.
Ragnemalm, Judges,

Advocate General: F.G. Jacobs,

Registrars: H. von Holstein, Deputy Registrar,

L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:

° MPA Pharma GmbH, by Wolfgang A. Rehmann, Rechtsanwalt, Munich,

° Rhône-Poulenc Pharma GmbH, by Kurt Bauer, Rechtsanwalt, Cologne,

° the French Government, by Catherine de Salins, Assistant Director in the legal directorate of the
Ministry of Foreign Affairs, and Philippe Martinet, Secretary for Foreign Affairs in the same directorate,
acting as Agents,

° the Commission of the European Communities, by Richard Wainwright, Principal Legal Adviser, and
Angela Bardenhewer, of its Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of MPA Pharma GmbH, Rhône-Poulenc Pharma GmbH, the French
Government and the Commission at the hearing on 4 October 1995,

after hearing the Opinion of the Advocate General at the sitting on 14 December 1995,

gives the following

Judgment

Costs
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51 The costs incurred by the French Government and the Commission of the European Communities,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Oberlandesgericht Koeln by order of 29 July 1994, hereby
rules:

Article 36 of the EC Treaty must be interpreted as meaning that a trade mark owner may rely upon his
rights as owner to prevent an importer from marketing a pharmaceutical product which was put on the
market in another Member State by the owner or with his consent, where that importer has repackaged the
product and reaffixed the trade mark thereto, unless:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that requirement does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs from their original external
packaging and their insertion into new external packaging, or the addition to the packaging of new user
instructions or information; it is for the national court to verify that the original condition of the product
inside the packaging is not indirectly affected, for example, by the fact that the external or inner
packaging of the repackaged product or new user instructions or information omits certain important
information or gives inaccurate information;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; however, it is not necessary to indicate that the repackaging was carried out
without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.

1 By an order of 29 July 1994, received at the Court on 11 August 1994, the Oberlandesgericht Koeln
(Higher Regional Court, Cologne) referred to the Court for a preliminary ruling under Article 177 of the
EC Treaty a number of questions on the interpretation of Article 36 of the EC Treaty in relation to trade
marks.

2 The questions were raised in proceedings between Rhône-Poulenc Pharma GmbH (hereinafter
"Rhône-Poulenc"), which manufactures pharmaceutical products, and MPA Pharma GmbH (hereinafter
"Pharma"), which
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imports some of those products into Germany.

3 Rhône-Poulenc is a German subsidiary of the French company Rhône-Poulenc Rover SA, which owns
the trade mark "Orudis" in Germany and other countries. Under licence from its parent company, it
markets the pharmaceutical product "Orudis retard" in Germany as a remedy for rheumatism, in packets of
20, 50 and 100 tablets contained in blister packs, thereby complying with the standard sizes recommended
by various professional and commercial groups and by the German sickness insurance institutions.

4 In Spain, Orudis retard is sold only in packets of 20 tablets, by a sister company of Rhône-Poulenc.

5 Pharma imports Orudis retard in parallel from Spain, and markets it in Germany. In order to obtain
packages of 50 tablets, it repackages the product in new external packaging designed by itself, in which it
places the blister packs taken from various original Spanish packets.

6 On every visible face of the packet there is a label stating in German:

"MPA Import Pharmaceutical Products

50 delayed-action tablets of the pharmaceutical Orudis retard

To be taken internally".

A label on one face states:

"Manufacturer:

Rhône-Poulenc SAE

Spain"

and

"Importer and responsible

pharmaceutical firm:

MPA Pharma GmbH, D-22946

Trittau".

The following note is printed on one side of the packet:

"The contents of this packet of Orudis retard were manufactured by Rhône-Poulenc Farma SAE,
Alcorcon (Madrid), Spain, and imported into the Federal Republic of Germany and there packaged by
MPA Pharma GmbH, D-22946 Trittau, in conformity with the provisions of the German Law on
Pharmaceutical Products."

7 MPA also inserts in the packet user information which it has itself drawn up.

8 Rhône-Poulenc regards the marketing of the repackaged product as an infringement of the trade mark
"Orudis", and applied for an injunction against Pharma. The application was upheld by the Landgericht,
whereupon Pharma appealed to the Oberlandesgericht Koeln, which decided to stay the proceedings and
refer the following questions to the Court for a preliminary ruling:

"1. Is it sufficient, for the purpose of establishing a disguised restriction on trade between Member
States within the meaning of the second sentence of Article 36 of the EC Treaty, that the exercise of
the national right to use a trade mark in connection with the marketing system adopted by the
proprietor of the trade mark leads in objective terms to a partitioning of the markets between Member
States, or is it necessary for that purpose to demonstrate that the proprietor of the trade mark exercises
his right to use the trade mark in connection with the marketing
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system which he has adopted with the aim of bringing about an artificial partitioning of the markets?

2. Is there a presumption of a 'disguised restriction on trade between Member States' within the meaning
of the second sentence of Article 36 of the EC Treaty where the proprietor of a trade mark protected in
Member States A and B relies on its national trade mark in order to prevent an importer from buying
medicinal products which have been marketed under the trade mark in Member State B by an undertaking
belonging to the same group as the proprietor of the trade mark and which are available only on
prescription in Member State A, from repackaging them and marketing them in Member State A in
external packaging which the importer designs and to which he affixes the trade mark without the consent
of the proprietor of the mark, if the exercise of the trade mark right results in a partitioning of the markets
between the Member States (see Question 1), if it is demonstrated that the repackaging cannot impair the
original condition of the product and the proprietor of the trade mark was informed in advance of the
offering of the repackaged product for sale, and also if not only the manufacturer and importer are
indicated on the new packaging, but also the person responsible for the repackaging, even though

(a) the information as to who repackaged the product is not set out on the external packaging with
sufficient clarity, with the result that it may be overlooked by user groups,

and/or

(b) neither the information concerning the repackaging itself nor the layout of the external packaging in
general indicates that the repackaging was carried out by the importer without the consent of the
proprietor of the trade mark or its associated undertaking?"

9 In these questions, which it is convenient to examine together, the national court is essentially asking in
what circumstances a trade mark owner may, in accordance with Article 36 of the Treaty, rely on his
rights as owner in order to prevent an importer from marketing a pharmaceutical product which was put
on the market in another Member State by the owner or with his consent, where that importer has
repackaged the product and reaffixed the trade mark. In particular, the Court is asked to explain the
significance and content of the concept of "artificial partitioning of the markets" and to rule whether
certain further conditions must be fulfilled by the importer.

10 Before considering those questions, it should be mentioned that it has been argued before the Court
that the national legislation in question should be assessed in the light not of Article 36 of the Treaty but
of Article 7 of the First Council Directive (89/104/EEC) of 21 December 1988 to approximate the laws of
the Member States relating to trade marks (OJ 1989 L 40, p. 1; hereinafter "the directive"). That directive
was to be transposed into national law not later than 31 December 1992, the time-limit fixed by Council
Decision 92/10/EEC of 19 December 1991 postponing the date on which the national provisions applying
Directive 89/104/EEC to approximate the laws of the Member States relating to trade marks are to be put
into effect (OJ 1992 L 6, p. 35).

11 Since the national court has not referred any question on the interpretation of Article 7 of the directive,
the two following observations will suffice in that regard.

12 First, the consistent case-law of the Court shows that a directive may not of itself impose obligations
on an individual and cannot therefore be relied upon as such against an individual (see, in particular, Case
152/84 Marshall v Southampton and South-West Hampshire Area Health Authority [1986] ECR 723,
paragraph 48; Case C-106/89 Marleasing v La Comercial Internacional de Alimentacion [1990] ECR
I-4135, paragraph 6; Case C-91/92 Faccini Dori v Recreb [1994] ECR I-3325, paragraph 20). According to
that case-law, however, when applying national law, whether adopted before or after the directive, the
national court that has to interpret that law must do so, as far as possible, in the light of the wording and
the purpose of the directive so as to achieve the result it has in view and thereby comply with the third
paragraph of Article 189 of the EC Treaty.
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13 Next, as stated in the judgment of the Court today in Joined Cases C-427/93, C-429/93 and C-436/93
Bristol-Myers Squibb and Others v Paranova, paragraph 40, Article 7 of the directive, like Article 36 of
the Treaty, is intended to reconcile the fundamental interest in protecting trade mark rights with the
fundamental interest in the free movement of goods within the common market, so that those two
provisions, which pursue the same result, must be interpreted in the same way.

14 As for the interpretation of Article 36 of the Treaty, prohibitions or restrictions on imports justified on
grounds of the protection of industrial and commercial property are authorized by that article, provided
they do not constitute a means of arbitrary discrimination or a disguised restriction on trade between
Member States.

15 The Court' s case-law shows that Article 36 allows derogations from the fundamental principle of the
free movement of goods within the common market only in so far as such derogations are justified in
order to safeguard the rights which constitute the specific subject-matter of the industrial and commercial
property in question.

16 Trade mark rights, the Court has held, constitute an essential element in the system of undistorted
competition which the Treaty is intended to establish. In such a system, undertakings must be able to
attract and retain customers by the quality of their products or services, which is possible only thanks to
the existence of distinctive signs allowing them to be identified. For the trade mark to be able to fulfil
that function, it must constitute a guarantee that all products which bear it have been manufactured under
the control of a single undertaking to which responsibility for their quality may be attributed (see Case
C-10/89 CNL-SUCAL v HAG GF [1990] ECR I-3711 ("HAG II"), paragraph 13, and Case C-9/93 IHT
Internationale Heiztechnik v Ideal Standard [1994] ECR I-2789, paragraphs 37 and 45).

17 Thus, as the Court has recognized on many occasions, the specific subject-matter of a trade mark is in
particular to guarantee to the owner that he has the exclusive right to use that trade mark for the purpose
of putting a product on the market for the first time and therefore to protect him against competitors
wishing to take advantage of the status and reputation of the trade mark by selling products bearing it
illegally (see Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR 1139, paragraph 7; Case 1/81
Pfizer v Eurim-Pharm [1981] ECR 2913, paragraph 7; HAG II, paragraph 14; and IHT Internationale
Heiztechnik, paragraph 33).

18 It follows that the owner of a trade mark protected by the legislation of a Member State cannot rely on
that legislation in order to oppose the importation or marketing of a product which was put on the market
in another Member State by him or with his consent (see, in particular, Case 16/74 Centrafarm v Winthrop
[1974] ECR 1183, paragraphs 7 to 11; HAG II, paragraph 12; and IHT Internationale Heiztechnik,
paragraphs 33 and 34).

19 Trade mark rights are not intended to allow their owners to partition national markets and thus promote
the retention of price differences which may exist between Member States. Whilst, in the pharmaceutical
market especially, such price differences may result from factors over which trade mark owners have no
control, such as divergent rules between the Member States on the fixing of maximum prices, the profit
margins of pharmaceutical wholesalers and pharmacies, or the maximum amount of medical expenses
which may be reimbursed under sickness insurance schemes, distortions caused by divergent pricing rules
in one Member State must be remedied by measures of the Community authorities and not by another
Member State introducing measures which are incompatible with the rules on the free movement of goods
(see, in particular, Winthrop, paragraphs 16 and 17).

20 In answering the question whether a trade mark owner' s exclusive rights include the power to oppose
the use of the trade mark by a third party after the product has been repackaged, account
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must be taken of the essential function of the trade mark, which is to guarantee to the consumer or end
user the identity of the trade- marked product' s origin by enabling him to distinguish it without any risk
of confusion from products of different origin. That guarantee of origin means that the consumer or end
user can be certain that a trade-marked product offered to him has not been subject at a previous stage of
marketing to interference by a third person, without the authorization of the trade mark owner, in such a
way as to affect the original condition of the product (Hoffmann-La Roche, paragraph 7; Pfizer, paragraph
8).

21 Therefore, the right conferred upon the trade mark owner to oppose any use of the trade mark which is
liable to impair the guarantee of origin so understood forms part of the specific subject-matter of the trade
mark right, the protection of which may justify derogation from the fundamental principle of the free
movement of goods (Hoffmann-La Roche, paragraph 7; Pfizer, paragraph 9).

22 In Hoffmann-La Roche, the Court held, applying those principles, that Article 36 of the Treaty must be
interpreted as meaning that a trade mark owner may rely on his rights as owner in order to prevent an
importer from marketing a product put on the market in another Member State by the owner or with his
consent, where that importer has repackaged the product in new packaging to which the trade mark has
been reaffixed, unless:

° it is established that reliance on the trade-mark right by the owner, having regard to the marketing
system which he has adopted, will contribute to the artificial partitioning of the markets between Member
States;

° it is shown that the repackaging cannot adversely affect the original condition of the product;

° the owner of the mark receives prior notice before the repackaged product is put on sale; and

° it is stated on the new packaging by whom the product has been repackaged.

23 That case-law must, however, be clarified further in the light of the arguments raised in these cases,
and in Bristol-Myers Squibb, cited above, and Joined Cases C-71/94, C-72/94 and C-73/94 Eurim-Pharm v
Beiersdorf and Others, in which the Court has also given judgment today.

Artificial partitioning of the markets between Member States

24 Reliance on trade mark rights by their owner in order to oppose marketing under that trade mark of
products repackaged by a third party would contribute to the partitioning of markets between Member
States in particular where the owner has placed an identical pharmaceutical product on the market in
several Member States in various forms of packaging, and the product may not, in the condition in which
it has been marketed by the trade mark owner in one Member State, be imported and put on the market in
another Member State by a parallel importer.

25 The trade mark owner cannot therefore oppose the repackaging of the product in new external
packaging when the packet size used by the owner in the Member State where the importer purchased the
product cannot be marketed in the Member State of importation by reason, in particular, of a rule
authorizing packaging only of a certain size or a national practice to the same effect, sickness insurance
rules making the reimbursement of medical expenses depend on the size of the packaging, or
well-established medical prescription practices based, inter alia, on standard sizes recommended by
professional groups and sickness insurance institutions.

26 Where, in accordance with the rules and practices in force in the Member State of importation, the
trade mark owner uses many different sizes of packaging in that State, the finding that one of those sizes
is also marketed in the Member State of exportation is not enough to justify the conclusion that
repackaging is unnecessary. Partitioning of the markets would exist if the importer were able to sell the
product in only part of his market.
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27 The owner may, on the other hand, oppose the repackaging of the product in new external packaging
where the importer is able to achieve packaging which may be marketed in the Member State of
importation by, for example, affixing to the original external or inner packaging new labels in the
language of the Member State of importation, or by adding new user instructions or information in the
language of the Member State of importation.

28 The power of the owner of trade mark rights protected in a Member State to oppose the marketing of
repackaged products under the trade mark should be limited only in so far as the repackaging undertaken
by the importer is necessary in order to market the product in the Member State of importation.

29 Finally, contrary to Rhône-Poulenc' s argument, the Court' s use of the words "artificial partitioning of
the markets" does not imply that the importer must demonstrate that, by putting an identical product on
the market in varying forms of packaging in different Member States, the trade mark owner deliberately
sought to partition the markets between Member States. By stating that the partitioning in question must
be artificial, the Court' s intention was to stress that the owner of a trade mark may always rely on his
rights thereunder in order to oppose the marketing of repackaged products when such action is justified by
the need to safeguard the essential function of the trade mark, in which case the resultant partitioning
could not be regarded as artificial.

Whether the original condition of the product is adversely affected

30 It should be clarified at the outset that the concept of adverse effects on the original condition of the
product refers to the condition of the product inside the packaging.

31 The trade mark owner may therefore oppose any repackaging involving a risk of the product inside the
package being exposed to tampering or to influences affecting its original condition. To determine whether
that applies, account must be taken, as the Court held in paragraph 10 of the Hoffmann-La Roche
judgment, of the nature of the product and the method of repackaging.

32 As regards pharmaceutical products, it follows from the same paragraph in Hoffmann-La Roche that
repackaging must be regarded as having been carried out in circumstances not capable of affecting the
original condition of the product where, for example, the trade mark owner has placed the product on the
market in double packaging and the repackaging affects only the external layer, leaving the inner
packaging intact, or where the repackaging is carried out under the supervision of a public authority in
order to ensure that the product remains intact.

33 It follows from that case-law that the mere removal of blister packs from their original external
packaging and their insertion with one or more original packages into new external packaging or their
insertion into another original package cannot affect the original condition of the product inside the
packaging.

34 It has, however, been argued before the Court that even operations of that kind entail the risk of
adversely affecting the original condition of the product. Thus, blister packs coming originally from
different packages and grouped together in single external packaging might have come from different
production batches with different use-by dates.

35 Those arguments cannot be accepted. It is not possible for each hypothetical risk of isolated error to
suffice to confer on the trade mark owner the right to oppose any repackaging of pharmaceutical products
in new external packaging.

36 As for an operation consisting in the addition to the packaging of new user instructions or information
in the language of the Member State of importation, there is nothing to suggest that the original condition
of the product inside the packaging is directly affected thereby.

37 It should be recognized, however, that the original condition of the product inside the packaging might
be indirectly affected where, for example, the external or inner packaging of the repackaged
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product, or a new set of user instructions or information, omits certain important information or gives
inaccurate information concerning the nature, composition, effect, use or storage of the product.

38 It is for the national court to assess whether that is so, in particular by making a comparison with the
product marketed by the trade mark owner in the Member State of importation. The possibility of the
importer providing certain additional information should not be excluded, however, provided that
information does not contradict the information provided by the trade mark owner in the Member State of
importation, that condition being met in particular in the case of different information resulting from the
packaging used by the owner in the Member State of exportation.

The other requirements to be met by the parallel importer

39 If the repackaging is carried out in conditions which cannot affect the original condition of the product
inside the packaging, the essential function of the trade mark as a guarantee of origin is safeguarded. The
consumer or end user is not misled as to the origin of the products, and does in fact receive products
manufactured under the sole supervision of the trade mark owner.

40 Whilst, in these circumstances, the conclusion that the trade mark owner may not rely on his rights as
owner in order to oppose the marketing under his trade mark of products repackaged by an importer is
essential in order to ensure the free movement of goods, it does nevertheless confer on the importer
certain rights which, in normal circumstances, are reserved for the trade mark owner himself.

41 In the interests of the owner as proprietor of the trade mark, and to protect him against any misuse,
those rights must therefore, as the Court held in Hoffmann-La Roche, be recognized only in so far as the
importer complies with a number of other requirements.

42 Since it is in the trade mark owner' s interest that the consumer or end user should not be led to
believe that the owner is responsible for the repackaging, an indication must be given on the packaging of
who repackaged the product.

43 As the Court has already stated, that indication must be clearly shown on the external packaging of the
repackaged product (Hoffmann-La Roche, paragraph 12, and Pfizer, paragraph 11). That implies, as the
Advocate General pointed out in paragraph 128 of his Opinion, that the national court must assess whether
it is printed in such a way as to be understood by a person with normal eyesight, exercising a normal
degree of attentiveness.

44 It is, however, not necessary to require that the further express statement be made on the packaging
that the repackaging was carried out without the authorization of the trade mark owner, since such a
statement could be taken to imply, as the Advocate General pointed out in paragraph 88 of his Opinion,
that the repackaged product is not entirely legitimate.

45 Nevertheless, as paragraph 11 of the Pfizer judgment shows, a clear indication may be required on the
external packaging as to who manufactured the product, since it may indeed be in the manufacturer' s
interest that the consumer or end user should not be led to believe that the importer is the owner of the
trade mark, and that the product was manufactured under his supervision.

46 Even if the person who carried out the repackaging is indicated on the packaging of the product, there
remains the possibility that the reputation of the trade mark, and thus of its owner, may nevertheless suffer
from an inappropriate presentation of the repackaged product. In such a case, the trade mark owner has a
legitimate interest, related to the specific subject-matter of the trade mark right, in being able to oppose
the marketing of the product. In assessing whether the presentation of the repackaged product is liable to
damage the reputation of the trade mark, account must be taken of the nature of the product and the
market for which it is intended.

47 In the case of pharmaceutical products, that is certainly a sensitive area in which the public

© An extract from a JUSTIS database



61994J0232 European Court reports 1996 Page I-03671 10

is particularly demanding as to the quality and integrity of the product, and the presentation of the product
may indeed be capable of inspiring public confidence in that regard. It follows that defective, poor quality
or untidy packaging could damage the trade mark' s reputation.

48 However, the requirements to be met by the presentation of a repackaged pharmaceutical product vary
according to whether the product is sold to hospitals or, through pharmacies, to consumers. In the former
case, the products are administered to patients by professionals, for whom the presentation of the product
is of little importance. In the latter case, the presentation of the product is of greater importance for the
consumer, even if the fact that the products in question are subject to prescription by a doctor may in
itself give consumers some degree of confidence in the quality of the product.

49 Finally, as the Court pointed out in Hoffmann-La Roche, the trade mark owner must be given advance
notice of the repackaged product being put on sale. The owner may also require the importer to supply
him with a specimen of the repackaged product before it goes on sale, to enable him to check that the
repackaging is not carried out in such a way as directly or indirectly to affect the original condition of the
product and that the presentation after repackaging is not such as to damage the reputation of the trade
mark. Similarly, such a requirement affords the trade mark owner a better possibility of protecting himself
against counterfeiting.

50 Accordingly, the answer to the questions referred must be that Article 36 of the Treaty must be
interpreted as meaning that a trade mark owner may rely upon his rights as owner to prevent an importer
from marketing a pharmaceutical product which was put on the market in another Member State by the
owner or with his consent, where that importer has repackaged the product and reaffixed the trade mark
thereto, unless:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that requirement does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs from their original external
packaging and their insertion into new external packaging, or the addition to the packaging of new user
instructions or information; it is for the national court to verify that the original condition of the product
inside the packaging is not indirectly affected, for example, by the fact that the external or inner
packaging of the repackaged product or new user instructions or information omits certain important
information or gives inaccurate information;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; however, it is not necessary to indicate that the repackaging was carried out
without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; and
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° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.
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Judgment of the Court
of 22 June 1994

IHT Internationale Heiztechnik GmbH and Uwe Danzinger v Ideal-Standard GmbH and Wabco
Standard GmbH.

Reference for a preliminary ruling: Oberlandesgericht Düsseldorf - Germany.
Splitting of a trade mark as a result of a voluntary assignment - Free movement of goods.

Case C-9/93.

++++

1. Free movement of goods ° Industrial and commercial property ° Trade mark ° Owner' s right to oppose
unlawful use of his trade mark ° Products concerned ° Identical or similar products ° Risk of confusion °
Determination by national law

(EEC Treaty, Art. 36)

2. Free movement of goods ° Industrial and commercial property ° Trade mark ° Territorial nature of
national rights ° Consequence ° Determination of the conditions of the protection given by the State called
upon to provide it ° Principle recognized by international treaty law and accepted by the EEC Treaty

(EEC Treaty, Art. 36)

3. Free movement of goods ° Industrial and commercial property ° Trade mark ° Independence of national
rights ° Consequence ° Possibility of assigning the trade mark for one or more States only ° Principle
enshrined in international treaty law

4. Free movement of goods ° Industrial and commercial property ° Trade mark ° Product put into
circulation in a Member State by the trade-mark owner or with his consent ° Importation into another
Member State ° Opposition by the owner ° Not permissible ° Assignment of a trade mark to an
undertaking independent of the assignor and limited to one or more Member States ° Right of the assignor
to oppose use of the trade mark by the assignee in a Member State not covered by the assignment °
Whether permissible

(EEC Treaty, Arts 30 and 36)

5. Free movement of goods ° Industrial and commercial property ° Trade mark ° Voluntary assignment of
the trade mark ° Loss of the power to control products to which trade mark affixed ° Consent not giving
rise to exhaustion of rights

6. Free movement of goods ° Industrial and commercial property ° Trade mark ° Unified laws such as the
Uniform Benelux Law ° Assignment of a trade mark to an undertaking independent of the assignor and
limited to part of the territory covered by the trade mark ° Prohibition ° Community trade mark °
Opposition to the assignment of national trade marks limited to certain Member States ° Absence

(Council Regulation No 40/94)

7. Competition ° Agreements, decisions and concerted practices ° Agreement to assign trade marks aimed
at market sharing ° Applicability of Article 85 of the Treaty

(EEC Treaty, Art. 85)

1. The object of the right of prohibition stemming from a trade mark is to protect the owner against
contrivances of third parties seeking to take advantage of the reputation accruing to a trade mark by
creating a risk of confusion amongst consumers. It covers not only products for which a trade mark has
been acquired, but also other products where the products in question are sufficiently close to induce users
seeing the same device on those products to conclude that the products come
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from the same undertaking. In that connection, in the absence of approximation of laws at Community
level, the determination of the criteria allowing the conclusion to be drawn that there is a risk of confusion
° which, under Community law, does not have to be strictly interpreted ° continues to be a matter for
national law, subject to the limits set out in the second sentence of Article 36 of the Treaty.

2. National trade-mark rights are territorial in nature. Hence it is the law of the country where protection
of a trade mark is sought which determines the conditions of that protection. The principle of the
territoriality of trade-mark rights, which is recognized under international treaty law, is also accepted by
the EEC Treaty. By tolerating certain restrictions on imports on grounds of protection of intellectual
property, Article 36 of the Treaty presupposes that the legislation of the importing State applies to acts
performed in that State in relation to the imported product.

3. Pursuant to the principle of the independence of trade marks enshrined in Articles 6(3) and 6quater of
the Paris Union Convention for the Protection of Industrial Property of 20 March 1883 and Article 9ter(2)
of the Madrid Agreement concerning the International Registration of Marks of 14 April 1891, a trade
mark may be assigned for one country without having to be assigned at the same time for other countries.
Unified laws, which bring the territory of several States into a single territory for purposes of trade-mark
law, such as the Uniform Benelux Law on Trade Marks for Goods and Services or the regulation on the
Community trade mark, render void transfers of trade marks for only part of the territory to which they
apply. However, those unified laws do not, any more than national laws, make the validity of a trade-mark
assignment for the territory to which they apply conditional on the concomitant assignment of the trade
mark for the territory of third States.

4. Articles 30 and 36 of the Treaty preclude application of national laws which give the trade-mark owner
in the importing State the right to oppose the marketing of products which have been put into circulation
in the exporting State by him or with his consent. That principle, known as the exhaustion of rights,
applies where the owner of the trade mark in the importing State and the owner of the trade mark in the
exporting State are the same or where they are economically linked. In such cases quality can be
controlled by a single body and the trade mark' s function of identifying origin is in no way called into
question by the freedom to import.

On the other hand, where a trade mark has been assigned, for one or several Member States in which it
was registered only, to an undertaking which has no economic link with the assignor, Articles 30 and 36
do not preclude application of national legislation which allows the assignor to oppose the marketing by
the assignee of goods bearing the trade mark in the State in which the assignor has retained it.

5. The consent implicit in any voluntary assignment of a trade mark is not the consent required for
application of the doctrine of exhaustion of rights. For that, the owner of the right in the importing State
must, directly or indirectly, be able to determine the products to which the trade mark may be affixed in
the exporting State and to control their quality. That power is lost if, by voluntary assignment, control
over the trade mark is surrendered to a third party having no economic link with the assignor. That
situation must therefore be clearly distinguished from the case where the imported products come from a
licensee. Unlike an assignor, a licensor can control the quality of the licensee' s products by including in
the contract clauses requiring the licensee to comply with his instructions and giving him the possibility of
verifying such compliance.

6. Starting from the position that assignment of a trade mark for only part of the territory to an assignee
having no links with the assignor would lead to the existence of separate sources within a single territory
and that, in order to safeguard the function of the trade mark, it would then be necessary to allow
prohibition of export of the assignee' s products to the assignor' s territory
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and vice versa, unified laws, such as the Uniform Benelux Law on Trade Marks for Goods and Services,
render void assignments made for only part of the territory covered by the rights they create, in order to
avoid creating such obstacles to the free movement of goods. By limiting the right to dispose of the trade
mark in this way, such unified laws ensure single ownership throughout the territory to which they apply
and guarantee free movement of the product. Although the regulation on the Community trade mark also
creates a right with a unitary character, it does not replace, but is merely superimposed on, the national
rights. Article 8 of the regulation, which allows the owner of a trade mark in a single Member State to
oppose the registration of a Community trade mark by the proprietor of national rights for identical or
similar products in all the other Member States, cannot be interpreted as precluding assignments of
national trade marks confined to certain States of the Community.

7. Where undertakings independent of each other make trade-mark assignments following a market-sharing
agreement, the prohibition of anti-competitive agreements under Article 85 of the Treaty applies and
assignments which give effect to such an agreement are consequently void. However, a trade-mark
assignment can be treated as giving effect to an agreement prohibited by Article 85 only after an analysis
of the context, the commitments underlying the assignment, the intention of the parties and the
consideration for the assignment.

In Case C-9/93,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Oberlandesgericht Duesseldorf
(Federal Republic of Germany) for a preliminary ruling in the proceedings pending before that court
between

IHT Internationale Heiztechnik GmbH,

Uwe Danziger

and

Ideal-Standard GmbH,

Wabco Standard GmbH

on the interpretation of Articles 30 and 36 of the EEC Treaty,

THE COURT,

composed of: O. Due, President, G.F. Mancini, J.C. Moitinho de Almeida and M. Diez de Velasco
(Presidents of Chambers), C.N. Kakouris, R. Joliet (Rapporteur), F.A. Schockweiler, G.C. Rodríguez
Iglesias, M. Zuleeg, P.J.G. Kapteyn and J.L. Murray, Judges,

Advocate General: C. Gulmann,

Registrar: D. Louterman-Hubeau, Principal Administrator,

after considering the written observations submitted on behalf of:

° Ideal-Standard GmbH and Wabco Standard GmbH, the company to which the former has entrusted the
management of its business ("Ideal-Standard GmbH"), by Winfried Tilmann, Rechtanswalt of Duesseldorf,

° IHT Internationale Heiztechnik GmbH and Uwe Danzinger ("IHT"), by Ulf Doepner, Rechtanswalt of
Duesseldorf,

° the German Government, by Claus Dieter Quassowski, Regierungsdirektor at the Federal Ministry of the
Economy, Alfred Dittrich, Regierungsdirektor at the Federal Ministry of Justice and Alexander
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von Muehlendahl, Ministerialrat at the Federal Ministry of Justice, acting as Agents,

° the United Kingdom, by John D. Colahan, Treasury Solicitor, acting as Agent, and Michael Silverleaf,
Barrister,

° the Commission of the European Communities, by Angela Bardenhewer and Pieter Van Nuffel, of its
Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Ideal-Standard GmbH and Wabco Standard GmbH, IHT and Uwe
Danziger, the German Government, the United Kingdom, represented by John D. Colahan and Stephen
Richards, Barrister, and the Commission at the hearing on 5 October 1993,

after hearing the Opinion of the Advocate General at the sitting on 9 February 1994,

gives the following

Judgment

Costs

61 The costs incurred by the German Government, the United Kingdom and the Commission of the
European Communities, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the action pending before the national
court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Oberlandesgericht Duesseldorf, by order of 15 December
1992, hereby rules:

There is no unlawful restriction on trade between Member States within the meaning of Articles 30 and 36
where a subsidiary operating in Member State A of a manufacturer established in Member State B is to be
enjoined from using as a trade mark the name "Ideal Standard" because of the risk of confusion with a
device having the same origin, even if the manufacturer is lawfully using that name in his country of
origin under a trade mark protected there, he acquired that trade mark by assignment and the trade mark
originally belonged to a company affiliated to the undertaking which, in Member State A, opposes the
importation of goods bearing the trade mark "Ideal Standard".

1 By order of 15 December 1992, received at the Court on 12 January 1993, the Oberlandesgericht
(Higher Regional Court) Duesseldorf referred to the Court for a preliminary ruling under Article 177 of
the EEC Treaty a question on the interpretation of Articles 30 and 36 of the EEC Treaty in order to
assess the compatibility with Community law of restrictions on the use of a name where a group of
companies held, through subsidiaries, a trade mark consisting of that name in several Member States of the
Community and where that trade mark was assigned, for one Member State only and for some of the
products for which it had been registered, to an undertaking outside the group.

2 That question arose in a dispute between Ideal-Standard GmbH and IHT, both German companies,
regarding the use in Germany of the trade mark "Ideal Standard" for heating equipment manufactured in
France by IHT' s parent, Compagnie Internationale de Chauffage ("CICh").

3 Until 1984 the American Standard group held, through its German and French subsidiaries °
Ideal-Standard GmbH and Ideal-Standard SA ° the trade mark "Ideal Standard" in Germany and in France
for sanitary fittings and heating equipment.
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4 In July 1984 the French subsidiary of that group, Ideal-Standard SA, sold the trade mark for the heating
equipment sector, with its heating business, to Société Générale de Fonderie ("SGF"), a French company
with which it had no links. That trade mark assignment related to France (including the overseas
departments and territories), Tunisia and Algeria.

5 The background to that assignment was the following. From 1976 Ideal-Standard SA had been in
financial difficulties. Insolvency proceedings were opened. A management agreement was concluded
between the trustees and another French company set up by, inter alios, SGF. That company carried on
Ideal-Standard SA' s production and sales activities. The management agreement came to an end in 1980.
The business of Ideal-Standard SA' s heating equipment division remained unsatisfactory. In view of SGF'
s interest in maintaining the heating equipment division and its marketing in France under the device
"Ideal Standard", Ideal-Standard SA assigned the trade mark and transferred the production plants for the
heating division referred to in paragraph 4 to SGF. SGF later assigned the trade mark to another French
company, CICh, which, like SGF, is part of the French Nord-Est group and has no links with the
American Standard group.

6 Ideal-Standard GmbH brought proceedings against IHT for infringement of its trade mark and its
commercial name by marketing in Germany heating equipment bearing the trade mark "Ideal Standard"
manufactured in France by CICh. Ideal-Standard GmbH was still the owner of the trade mark "Ideal
Standard" in Germany both for sanitary fittings and for heating equipment although it had stopped
manufacturing and marketing heating equipment in 1976.

7 The action seeks an injunction against IHT from marketing in Germany heating equipment bearing the
trade mark "Ideal Standard" and from using that trade mark on various commercial documents.

8 At first instance the proceedings were heard by the Landgericht (Regional Court) Duesseldorf which, by
judgment of 25 February 1992, upheld the claim.

9 The Landgericht held first that there was risk of confusion. The device used ° the name "Ideal Standard"
° was identical. Moreover, the products were sufficiently close for the relevant users, seeing the same
device on the products, to be led to believe that they came from the same undertaking.

10 The Landgericht further held that there was no reason for it to avail itself of its power to refer a
question to the Court of Justice under Article 177 of the Treaty on the interpretation of Articles 30 and 36
of the Treaty. It reviewed the judgments in Case 192/73 Van Zuylen v HAG [1974] ECR 731 (HAG I)
and Case C-10/89 CNL-SUCAL v HAG [1990] ECR I-3711 (HAG II) and held that the reasoning of the
Court in HAG II "suffices to show that there is no longer any foundation for the doctrine of common
origin, not only in the context of the facts underlying that decision, that is cases of expropriation in a
Member State, but also in cases of voluntary division of ownership of a trade mark originally in single
ownership, which is the position in this case".

11 IHT appealed against that judgment to the Oberlandesgericht Duesseldorf which, referring to HAG II,
considered whether this case should, as the Landgericht had held, be decided in the same way pursuant to
Community law.

12 Accordingly, the Oberlandesgericht referred the following question to the Court of Justice for a
preliminary ruling:

"Does it constitute an unlawful restriction of intra-Community trade, within the meaning of Articles 30
and 36 of the EEC Treaty, for an undertaking carrying on business in Member State A which is a
subsidiary of a manufacturer of heating systems based in Member State B to be prohibited from using
as a trade mark the name 'Ideal Standard' on the grounds of risk of confusion with a mark having the
same origin, where the name 'Ideal Standard' is lawfully used by the
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manufacturer in its home country by virtue of a trade mark registered there which it has acquired by
means of a legal transaction and which was originally the property of a company affiliated to the
undertaking which is opposing, in Member State A, the importation of goods marked 'Ideal Standard' ?"

13 It is common ground that a prohibition on the use in Germany by IHT of the name "Ideal Standard"
for heating equipment would constitute a measure having equivalent effect to a quantitative restriction
under Article 30. The question is, therefore, whether that prohibition may be justified under Article 36 of
the Treaty.

14 It is appropriate first of all to review certain key features of trade-mark law and the case-law of the
Court on Articles 30 and 36 of the Treaty in order to identify the precise legal context of the national
court' s question.

The similarity of the products and the risk of confusion

15 The HAG II case, whose bearing on the main proceedings is the point of the question put by the
national court, related to a situation where it was not just the name that was identical but also the products
marketed by the parties to the dispute. This dispute, by contrast, relates to the use of an identical device
for different products since Ideal-Standard GmbH is relying on its registration of the trade mark "Ideal
Standard" for sanitary fittings in order to oppose the use of that device for heating equipment.

16 It is common ground that the right of prohibition stemming from a protected trade mark, whether
protected by registration or on some other basis, extends beyond the products for which the trade mark has
been acquired. The object of trade-mark law is to protect owners against contrivances of third parties who
might seek, by creating a risk of confusion amongst consumers, to take advantage of the reputation
accruing to the trade mark (see Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR 1139,
paragraph 7). That risk may arise from the use of an identical device for products different from those for
which a trade mark has been acquired (by registration or otherwise) where the products in question are
sufficiently close to induce users seeing the same device on those products to conclude that the products
come from the same undertaking. Similarity of the products is thus part of the concept of risk of
confusion and must be assessed in relation to the purpose of trade-mark law.

17 In its observations the Commission warned against taking the broad view of the risk of confusion and
similarity of products taken by the German courts, since it is liable to have restrictive effects, not covered
by Article 36 of the EEC Treaty, on the free movement of goods.

18 As regards the period before the entry into force of the First Council Directive (89/104/EEC) of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1), which was postponed to 31 December 1992 by Article 1 of Council Decision 92/10/EEC of 19
December 1991 (OJ 1992 L 6, p. 35), that being the material period for the main dispute, the Court held
in Case C-317/91 Deutsche Renault v Audi [1993] ECR I-6227 that "the determination of the criteria
allowing the conclusion to be drawn that there is a risk of confusion is part of the detailed rules for
protection of trade marks, which... are a matter for national law" (paragraph 31) and "Community law does
not lay down any criterion requiring a strict interpretation of the risk of confusion" (paragraph 32).

19 However, as was held in the Deutsche Renault case, application of national law continues to be subject
to the limits set out in the second sentence of Article 36 of the Treaty: there must be no arbitrary
discrimination or disguised restriction on trade between Member States. There would, in particular, be a
disguised restriction if the national court were to conduct an arbitrary assessment of the similarity of
products. As soon as application of national law as to similarity
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of the products led to arbitrary discrimination or a disguised restriction, the obstacle to imports could not
anyway be justified under Article 36. Moreover, if the competent national court were finally to hold that
the products in question were not similar, there would be no obstacle to imports susceptible of justification
under Article 36.

20 Subject to those reservations, it is for the court hearing the main proceedings to assess the similarity of
the products in question. Since that is a question involving determination of the facts of which only the
national court can have direct knowledge and so, to that extent, is outside the Court' s jurisdiction under
Article 177, the Court must proceed on the assumption that there is a risk of confusion. The problem
therefore arises on the same basis as if the products for which the trade mark was assigned and those
covered by the registration relied on in Germany were identical.

The territorial nature and independence of national trade-mark rights

21 Since this case concerns a situation where the trade mark has been assigned for one State only and the
question whether the solution in HAG II regarding the splitting of a mark as a result of sequestration also
applies in the event of splitting by voluntary act, it should be noted first, as the United Kingdom pointed
out, that national trade-mark rights are not only territorial but also independent of each other.

22 National trade-mark rights are first of all territorial. This principle of territoriality, which is recognized
under international treaty law, means that it is the law of the country where protection of a trade mark is
sought which determines the conditions of that protection. Moreover, national law can only provide relief
in respect of acts performed on the national territory in question.

23 Article 36 of the EEC Treaty itself, by allowing certain restrictions on imports on grounds of
protection of intellectual property, presupposes that in principle the legislation of the importing State
applies to acts performed in that State in relation to the imported product. A restriction on importation
permitted by that legislation will of course escape Article 30 only if it is covered by Article 36.

24 National trade-mark rights are also independent of each other.

25 The principle of the independence of trade marks is expressed in Article 6(3) of the Paris Union
Convention for the Protection of Industrial Property of 20 March 1883, as last revised at Stockholm on 14
July 1967 (United Nations Treaty Series, Vol. 828, No 11851, p. 305) which provides: "A mark duly
registered in a country of the Union shall be regarded as independent of marks registered in other
countries of the Union...".

26 That principle has led to recognition that a trade mark right may be assigned for one country without
at the same time being assigned by its owner in other countries.

27 The possibility of independent assignments is first of all implicit in Article 6quater of the Paris Union
Convention.

28 Some national laws permit the transfer of the trade mark without a concomitant transfer of the
undertaking whilst others continue to require that the undertaking should be transferred with the trade
mark. In some countries the requirement of the concomitant transfer of the undertaking was even
interpreted as necessitating the transfer of the whole undertaking even if certain parts of it were situated in
countries other than that for which the transfer was proposed. The transfer of a trade mark for one country
therefore almost necessarily entailed the transfer of the trade mark for other countries.

29 That is why Article 6quater of the Paris Union Convention provided: "When, in accordance with the
law of a country of the Union, the assignment of mark is valid only if it takes place at the same time as
the transfer of the business or goodwill to which the mark belongs, it shall suffice
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for the recognition of such validity that the portion of the business or goodwill located in that country be
transferred to the assignee, together with the exclusive right to manufacture in the said country, or to sell
therein the goods bearing the mark assigned."

30 By thus making possible the assignment of a trade mark for one country without the concomitant
transfer of the trade mark in another country, Article 6quater of the Paris Union Convention presupposes
that such independent assignments may be made.

31 The principle of the independence of trade marks is, moreover, expressly enshrined in Article 9ter(2) of
the Madrid Agreement concerning the International Registration of Marks of 14 April 1891, as last revised
at Stockholm in 1967 (United Nations Treaty Series, Vol. 828, No 11852, p. 389), which provides: "The
International Bureau shall likewise record the assignment of an international mark in respect of one or
several of the contracting countries only."

32 Unified laws, which bring the territory of several States into a single territory for purposes of
trade-mark law, such as the Uniform Benelux Law on Trade Marks for Goods (annexed to the Convention
Benelux en Matière de Marques de Produits, Bulletin Benelux, 1962-2, p. 57, Protocol of 10 November
1983, Bulletin Benelux of 15 December 1983, p. 72) or Council Regulation (EEC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1) render void transfers of trade marks
for only one part of the territory to which they apply (see paragraphs 53 and 54 below). However, those
unified laws do not, any more than national laws, make the validity of a trade-mark assignment for the
territory to which they apply conditional on the concomitant assignment of the trade mark for the territory
of third States.

The case-law on Articles 30 and 36, trade-mark law and parallel imports

33 On the basis of the second sentence of Article 36 of the Treaty the Court has consistently held:

"Inasmuch as it provides an exception to one of the fundamental principles of the common market,
Article 36 in fact only admits of derogations from the free movement of goods where such derogations
are justified for the purpose of safeguarding rights which constitute the specific subject-matter of this
property.

In relation to trade marks, the specific subject-matter of the industrial property is the guarantee that the
owner of the trade mark has the exclusive right to use that trade mark, for the purpose of putting products
protected by the trade mark into circulation for the first time, and is therefore intended to protect him
against competitors wishing to take advantage of the status and reputation of the trade mark by selling
products illegally bearing that trade mark.

An obstacle to the free movement of goods may arise out of the existence, within a national legislation
concerning industrial and commercial property, of provisions laying down that a trade mark owner' s right
is not exhausted when the product protected by the trade mark is marketed in another Member State, with
the result that the trade mark owner can [oppose] importation of the product into his own Member State
when it has been marketed in another Member State.

Such an obstacle is not justified when the product has been put onto the market in a legal manner in the
Member State from which it has been imported, by the trade mark owner himself or with his consent, so
that there can be no question of abuse or infringement of the trade mark.

In fact, if a trade mark owner could prevent the import of protected products marketed by him or with his
consent in another Member State, he would be able to partition off national markets and thereby restrict
trade between Member States, in a situation where no such restriction was necessary to guarantee the
essence of the exclusive right flowing from the trade mark" (see Case 16/74 Centrafarm v Winthrop
[1974] ECR 1183, paragraphs 7 to 11).
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34 So, application of a national law which would give the trade-mark owner in the importing State the
right to oppose the marketing of products which have been put into circulation in the exporting State by
him or with his consent is precluded as contrary to Articles 30 and 36. This principle, known as the
exhaustion of rights, applies where the owner of the trade mark in the importing State and the owner of
the trade mark in the exporting State are the same or where, even if they are separate persons, they are
economically linked. A number of situations are covered: products put into circulation by the same
undertaking, by a licensee, by a parent company, by a subsidiary of the same group, or by an exclusive
distributor.

35 There are numerous instances in national case-law and Community case-law where the trade mark had
been assigned to a subsidiary or to an exclusive distributor in order to enable those undertakings to protect
their national markets against parallel imports by taking advantage of restrictive approaches to the
exhaustion of rights in the national laws of some States.

36 Articles 30 and 36 defeat such manipulation of trade-mark rights since they preclude national laws
which enable the holder of the right to oppose imports.

37 In the situations described above (paragraph 34) the function of the trade mark is in no way called in
question by freedom to import. As was held in HAG II: "For the trade mark to be able to fulfil [its] role,
it must offer a guarantee that all goods bearing it have been produced under the control of a single
undertaking which is accountable for their quality" (paragraph 13). In all the cases mentioned, control was
in the hands of a single body: the group of companies in the case of products put into circulation by a
subsidiary; the manufacturer in the case of products marketed by the distributor; the licensor in the case of
products marketed by a licensee. In the case of a licence, the licensor can control the quality of the
licensee' s products by including in the contract clauses requiring the licensee to comply with his
instructions and giving him the possibility of verifying such compliance. The origin which the trade mark
is intended to guarantee is the same: it is not defined by reference to the manufacturer but by reference to
the point of control of manufacture (see the statement of grounds for the Benelux Convention and the
Uniform Law, Bulletin Benelux, 1962-2, p. 36).

38 It must further be stressed that the decisive factor is the possibility of control over the quality of
goods, not the actual exercise of that control. Accordingly, a national law allowing the licensor to oppose
importation of the licensee' s products on grounds of poor quality would be precluded as contrary to
Articles 30 and 36: if the licensor tolerates the manufacture of poor quality products, despite having
contractual means of preventing it, he must bear the responsibility. Similarly if the manufacture of
products is decentralized within a group of companies and the subsidiaries in each of the Member States
manufacture products whose quality is geared to the particularities of each national market, a national law
which enabled one subsidiary of the group to oppose the marketing in the territory of that State of
products manufactured by an affiliated company on grounds of those quality differences would also be
precluded. Articles 30 and 36 require the group to bear the consequences of its choice.

39 Articles 30 and 36 thus debar the application of national laws which allow recourse to trade-mark
rights in order to prevent the free movement of a product bearing a trade mark whose use is under unitary
control.

The situation where unitary control of the trade mark has been severed following assignment for one or
several Member States only

40 The problem posed by the Oberlandesgericht' s question is whether the same principles apply where the
trade mark has been assigned, for one or several Member States only, to an undertaking which has no
economic link with the assignor and the assignor opposes the marketing, in the State
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in which he has retained the trade mark, of products to which the trade mark has been affixed by the
assignee.

41 That situation must be clearly distinguished from the case where the imported products come from a
licensee or a subsidiary to which ownership of the trade-mark right has been assigned in the exporting
State: a contract of assignment by itself, that is in the absence of any economic link, does not give the
assignor any means of controlling the quality of products which are marketed by the assignee and to
which the latter has affixed the trade mark.

42 The Commission has submitted that by assigning in France the trade mark "Ideal Standard" for heating
equipment to a third company, the American Standard group gave implied consent to that third company
putting heating equipment into circulation in France bearing that trade mark. Because of that implied
consent, it should not be possible to prohibit the marketing in Germany of heating equipment bearing the
assigned trade mark.

43 That view must be rejected. The consent implicit in any assignment is not the consent required for
application of the doctrine of exhaustion of rights. For that, the owner of the right in the importing State
must, directly or indirectly, be able to determine the products to which the trade mark may be affixed in
the exporting State and to control their quality. That power is lost if, by assignment, control over the trade
mark is surrendered to a third party having no economic link with the assignor.

44 The insulation of markets where, for two Member States of the Community, there are separate
trade-mark owners having no economic links is a result that has already been accepted by the Court in
HAG II. However, since that was a case where unitary ownership was divided following sequestration, it
has been submitted that the same result does not have to be adopted in the case of voluntary division.

45 That view cannot be accepted because it is contrary to the reasoning of the Court in HAG II. The
Court began by noting that trade-mark rights are an essential element in the system of undistorted
competition which the Treaty seeks to establish (paragraph 13). It went on to recall the identifying
function of trade marks and, in a passage cited in paragraph 37 above, the conditions for trade marks to
be able to fulfil that role. The Court further noted that the scope of the exclusive right which is the
specific subject-matter of the trade mark must be determined having regard to its function (paragraph 14).
It stressed that in that case the determinant factor was absence of consent of the proprietor of the trade
mark in the importing State to the putting into circulation in the exporting State of products marketed by
the proprietor of the right in the latter State (paragraph 15). It concluded that free movement of the goods
would undermine the essential function of the trade mark: consumers would no longer be able to identify
for certain the origin of the marked goods and the proprietor of the trade mark could be held responsible
for the poor quality of goods for which he was in no way accountable (paragraph 16).

46 Those considerations apply, as was rightly stressed by the United Kingdom and Germany and was held
by the Landgericht Duesseldorf at first instance, whether the splitting of the trade mark originally held by
the same owner is due to an act of public authority or a contractual assignment.

47 IHT in particular has submitted that the owner of a trade mark who assigns the trade mark in one
Member State, while retaining it in others, must accept the consequences of the weakening of the
identifying function of the trade mark flowing from that assignment. By a territorially limited assignment,
the owner voluntarily renounces his position as the only person marketing goods bearing the trade mark in
question in the Community.

48 That argument must be rejected. It fails to take account of the fact that, since trade-mark rights are
territorial, the function of the trade mark is to be assessed by reference to a particular
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territory (paragraph 18 of HAG II).

49 IHT has further argued that the French subsidiary, Ideal-Standard SA, has adjusted itself in France to a
situation where products (such as heating equipment and sanitary fittings) from different sources may be
marketed under the same trade mark on the same national territory. The conduct of the German subsidiary
of the same group which opposes the marketing of the heating equipment in Germany under the trade
mark "Ideal Standard" is therefore abusive.

50 That argument cannot be upheld either.

51 First of all, the assignment was made only for France. The effect of that argument, if it were accepted,
would, as the German Government points out, be that assignment of the right for France would entail
permission to use the device in Germany, whereas assignments and licences always relate, having regard to
the territorial nature of national trade-mark rights, to a specified territory.

52 Moreover, and most importantly, French law, which governs the assignment in question here, permits
assignments of trade marks confined to certain products, with the result that similar products from different
sources may be in circulation on French territory under the same trade mark, whereas German law, by
prohibiting assignments of trade marks confined to certain products, seeks to prevent such co-existence.
The effect of IHT' s argument, if it were accepted, would be to extend to the importing State whose law
opposes such co-existence the solution prevailing in the exporting State despite the territorial nature of the
rights in question.

53 Starting from the position that assignment to an assignee having no links with the assignor would lead
to the existence of separate sources within a single territory and that, in order to safeguard the function of
the trade mark, it would then be necessary to allow prohibition of export of the assignee' s products to the
assignor' s territory and vice versa, unified laws, to avoid creating such obstacles to the free movement of
goods, render void assignments made for only part of the territory covered by the rights they create. By
limiting the right to dispose of the trade mark in this way, such unified laws ensure single ownership
throughout the territory to which they apply and guarantee free movement of the product.

54 Thus, the Uniform Benelux Law on Trade Marks for Goods, whose objective was to unify the territory
of the three States for trade-mark purposes (statement of grounds, Bulletin Benelux, 1962-2, pp. 3 and 4),
provided that, from the date of its entry into force, a trade mark could be granted only for the whole of
Benelux (statement of grounds, Bulletin Benelux, 1962-2, p. 14). To that end it further provided that
trade-mark assignments not effected for the whole of Benelux were void.

55 The regulation on the Community trade mark referred to above also creates a right with a unitary
character. Subject to certain exceptions (see in this respect Article 106 on the prohibition of use of
Community trade marks and Article 107 on prior rights applicable to particular localities), the Community
trade mark "shall have equal effect throughout the Community: it shall not be registered, transferred or
surrendered or be the subject of a decision revoking the rights of the proprietor or declaring it invalid, nor
shall its use be prohibited, save in respect of the whole Community" (Article 1(2)).

56 However, unlike the Benelux Law, "the Community law relating to trade marks ... does not replace the
laws of the Member States on trade marks" (fifth recital in the preamble to the regulation on the
Community trade mark). The Community trade mark is merely superimposed on the national rights.
Undertakings are in no way obliged to take out Community trade marks (fifth recital). Moreover, the
existence of earlier national rights may be an obstacle to the registration of a Community trade mark
since, under Article 8 of the regulation, the owner of a trade mark in a single Member State may oppose
the registration of a Community trade mark by the proprietor of national rights
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for identical or similar products in all the other Member States. That provision cannot be interpreted as
precluding the assignment of national trade marks for one or more States of the Community only. It is
therefore apparent that the regulation on the Community trade mark does not render void assignments of
national marks which are confined to certain States of the Community.

57 That sanction cannot be introduced through case-law. To hold that the national laws are measures
having equivalent effect which fall under Article 30 and are not justified by Article 36, in that, given the
independence of national rights (see paragraphs 25 to 32 above), they do not, at present, make the validity
of assignments for the territories to which they apply conditional on the concomitant assignment of the
trade mark for the other States of the Community, would have the effect of imposing on the States a
positive obligation, namely to embody in their laws a rule rendering void assignments of national trade
marks made for part only of the Community.

58 It is for the Community legislature to impose such an obligation on the Member States by a directive
adopted under Article 100a of the EEC Treaty, elimination of the obstacles arising from the territoriality of
national trade marks being necessary for the establishment and functioning of the internal market, or itself
to enact that rule directly by a regulation adopted under the same provision.

59 It should be added that, where undertakings independent of each other make trade-mark assignments
following a market-sharing agreement, the prohibition of anti-competitive agreements under Article 85
applies and assignments which give effect to that agreement are consequently void. However, as the
United Kingdom rightly pointed out, that rule and the accompanying sanction cannot be applied
mechanically to every assignment. Before a trade-mark assignment can be treated as giving effect to an
agreement prohibited under Article 85, it is necessary to analyse the context, the commitments underlying
the assignment, the intention of the parties and the consideration for the assignment.

60 In view of the foregoing, the answer to the Oberlandesgericht Duesseldorf' s question must be that
there is no unlawful restriction on trade between Member States within the meaning of Articles 30 and 36
where a subsidiary operating in Member State A of a manufacturer established in Member State B is to be
enjoined from using as a trade mark the name "Ideal Standard" because of the risk of confusion with a
device having the same origin, even if the manufacturer is lawfully using that name in his country of
origin under a trade mark protected there, he acquired that trade mark by assignment and the trade mark
originally belonged to a company affiliated to the undertaking which, in Member State A, opposes the
importation of goods bearing the trade mark "Ideal Standard".
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Judgment of the Court
of 13 December 1990

Pall Corp. v P. J. Dahlhausen &amp; Co. Reference for a preliminary ruling: Landgericht
München I - Germany. Free movement of goods - Trade-mark law - Misleading advertising. Case

C-238/89.

++++

Free movement of goods - Quantitative restrictions - Measures having equivalent effect - Rules of a
Member State permitting an objection to the marketing of products bearing the symbol (R ) if the affixed
trade mark has not been registered in that Member State - Application to products imported from another
Member State - Not permissible - Justification - Consumer protection - Fair trading - None

(EEC Treaty, Art. 30 )

Article 30 of the EEC Treaty is to be interpreted as precluding the application of a national provision on
unfair competition which enables an economic operator to obtain a prohibition in the territory of a
Member State on the marketing of a product bearing the letter (R ) in a circle next to the trade mark, if
that trade mark is not registered in that State but in another.

In order to justify such a prohibition it is not possible to rely on the imperative requirements relating to
consumer protection, since, assuming that consumers are misled, it can only be as to the place of
registration of the trade mark, which is a secondary concern, and not as to the quality of the product,
which is a prime concern, nor on the imperative requirements relating to fair trading, since, firstly, a
prudent businessman with an interest in whether or not a trade mark is legally protected by virtue of
registration can obtain precise information on that point, and, secondly, a person who registers a trade
mark seeks, above all, to obtain that protection and the possibility of affixing a symbol indicating the
existence of the protection is only ancillary thereto.

In Case C-238/89,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Landgericht Muenchen I for a
preliminary ruling in the proceedings pending before that court between

Pall Corp .

and

P . J . Dahlhausen &amp; Co.,

on the interpretation of Articles 30 and 36 of the EEC Treaty,

THE COURT,

composed of : G. F. Mancini, President of Chamber, acting as President, T. F. O' Higgins, J. C. Moitinho
de Almeida, G. C. Rodríguez Iglesias and M. Díez de Velasco (Presidents of Chamber ), Sir Gordon
Slynn, C. N. Kakouris, F. A. Schockweiler, F. Grévisse, M . Zuleeg and P. J. G. Kapteyn, Judges,

Advocate General : G. Tesauro

Registrar : J. A. Pompe, Deputy Registrar,

after considering the observations submitted on behalf of

Pall Corp ., by Mr Pagenberg, Rechtsanwalt;

P . J . Dahlhausen &amp; Co., by Mr Donle, Rechtsanwalt;

The Federal Republic of Germany, by Ernst Roeder, Regierungsdirektor at the Ministry of Foreign
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Affairs, and Horst Teske, Ministerialrat at the Ministry of Justice, acting as Agents;

the Italian Republic, by Oscar Fiumara, avvocato dello Stato, acting as Agent;

the United Kingdom of Great Britain and Northern Ireland, by S. J. Hay, of the Treasury Solicitor' s
Department, acting as Agent;

the Commission of the European Communities, by its Legal Adviser, Joern Sack, assisted by Renate
Kubicki, official of the Ministry of Justice of the Federal Republic of Germany, on secondment to the
Commission' s Legal Department, acting as Agents;

having regard to the Report for the Hearing,

having heard the oral argument presented at the hearing on 3 July 1990 by P . J. Dahlhausen &amp; Co.,
the Federal Republic of Germany, represented by Mr von Muehlendahl, the Italian Republic and the
Commission,

after hearing the Opinion of the Advocate General delivered at the sitting on 9 October 1990,

gives the following

Judgment

1 By order of 29 June 1989, which was received at the Court on 31 July 1989, the Landgericht Muenchen
I (Regional Court, Munich I ) referred to the Court for a preliminary ruling under Article 177 of the EEC
Treaty two questions on the interpretation of Articles 30 and 36 of the EEC Treaty.

2 Those questions arose in proceedings between Pall Corp. (hereinafter referred to as "Pall "), the plaintiff
in the main proceedings, and P. J. Dahlhausen &amp; Co. (hereinafter referred to as "Dahlhausen "). The
latter markets in the Federal Republic of Germany blood filters which it imports from Italy. The Italian
producer places on the filters themselves and on their packaging the trade mark "Miropore", followed by
the letter (R ) in a circle.

3 Pall applied inter alia for an injunction restraining Dahlhausen from using, in the Federal Republic of
Germany, the letter (R ) after the trade mark "Miropore" for blood filters, on the ground that that trade
mark was not registered in Germany. Pall argued that the use of the letter (R ) in those circumstances
constituted misleading advertising, which was prohibited under Paragraph 3 of the Gesetz gegen den
unlauteren Wettbewerb (German law on unfair competition ). The aforementioned paragraph prohibits
"misleading statements regarding ... [the] origin... of specific goods... or their source ".

4 The Landgericht Muenich I, hearing the action, takes the view that under the German legislation the
injunction restraining marketing sought by Pall must be granted, but considers that such an injunction
might amount to a quantitative restriction within the meaning of Article 30 of the Treaty.

5 Accordingly, the national court decided to stay the proceedings until the Court of Justice had given a
preliminary ruling on the following questions :

"(1 ) Is the prohibition laid down in the case-law of the courts of the Federal Republic of Germany
founded on Paragraph 3 of the Gesetz gegen den unlauteren Wettbewerb (Law on Unfair Competition )
on putting goods into circulation in the Federal Republic of Germany with the symbol (R ) added to
the name of the product when there is not trade-mark protection in the Federal Republic of Germany
tantamount in its effect to a quantitative restriction prohibited by Article 30 of the EEC Treaty if it is
also applied to cases in which there is trade - mark protection in another EEC country?
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(2 ) In the particular circumstances of the case in question, is Paragraph 3 of the Gesetz gegen den
unlauteren Wettbewerb applicable for the purpose of protecting the legal interests mentioned in Article
36 of the EEC Treaty?"

6 Reference is made to the Report for the Hearing for a fuller account of the facts of the main
proceedings, the course of the procedure and the written observations submitted to the Court, which are
mentioned or discussed hereinafter only in so far as is necessary for the reasoning of the Court.

7 By way of a preliminary observation, it should be pointed out that the Court may not, within the
framework of Article 177 of the Treaty, rule on the compatibility of a provision of national law with the
Treaty . It may, however, provide the national court with all those elements by way of interpretation of
Community law which may enable it to assess that compatibility for the purposes of the case before it.

8 The questions referred for a preliminary ruling must therefore be understood as asking whether Articles
30 and 36 of the EEC Treaty are to be interpreted as precluding the application of a national provision on
unfair competition which enables a trader to obtain a prohibition, in the territory of a Member State, on
the marketing of a product bearing the letter (R ) in a circle next to a trade mark if that trade mark is not
registered in the Member State in question but is registered in another Member State.

9 The use of the symbol (R ) - derived from the English word "registered" - next to a trade mark to
indicate that it is a registered trade mark and that it is therefore legally protected, is a practice which
originated in the United States, where it is regulated by legislation. The practice is common in a number
of the Member States of the Community.

10 As the documents before the Court show, German trade-mark legislation does not contain any rules on
the use of the symbol (R ). Accordingly, the problem raised, which concerns the compatibility of a
national provision on unfair competition with the Community rules on the free movement of goods, must
be considered in the light of Article 30 alone .

11 The Court has consistently held since its judgment in Case 8/74 Procureur du Roi v Dassonville [1974]
ECR 837, paragraph 5, that the prohibition of all measures having equivalent effect laid down in Article
30 of the Treaty covers all trading rules enacted by Member States which are capable of hindering,
directly or indirectly, actually or potentially, intra-Community trade.

12 The Court has also consistently held that obstacles to intra - Community trade resulting from disparities
between provisions of national law must be accepted in so far as such provisions, applicable to domestic
and to imported products without distinction, may be justified as necessary in order to satisfy imperative
requirements relating, inter alia, to consumer protection and fair trading. However, in order to be
permissible, such provisions must be proportionate to the objective pursued and that objective must not be
capable of being achieved by measures which are less restrictive of intra-Community trade (see, in
particular, the judgment in Case 120/78 Rewe v Bundesmonopolverwaltung [1979] ECR 649 ).

13 A prohibition such as the one at issue in this case is capable of impeding intra-Community trade
because it can force the proprietor of a trade mark that has been registered in only one Member State to
change the presentation of his products according to the place where it is proposed to market them and to
set up separate distribution channels in order to ensure that products bearing the symbol (R ) are not in
circulation in the territory of Member States which have imposed the prohibition at issue.

14 Moreover, such a prohibition is applicable to domestic and to imported products without distinction. It
seeks to prevent the risk of error as to the place in which the trade mark of the product is
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registered and protected, and the question whether the product is of national or foreign origin is of no
relevance whatsoever in that regard .

15 Consideration must therefore be given to the question whether such a prohibition can be justified by
the abovementioned imperative requirements.

16 It has been argued that the prohibition is justified because the use of the symbol (R ), which indicates
that a trade mark is registered, misleads consumers if the trade mark is not registered in the country in
which the goods are marketed.

17 That argument cannot be upheld.

18 Firstly, it has not been established that in practice the symbol (R ) is generally used and understood as
indicating that the trade mark is registered in the country in which the product is marketed.

19 Secondly, even assuming that consumers, or some of them, might be misled on that point, such a risk
cannot justify so considerable an obstacle to the free movement of goods, since consumers are more
interested in the qualities of a product than in the place of registration of the trade mark.

20 It has also been argued that the use of the symbol (R ) in a State in which the trade mark is not
registered should be regarded as unfair competition vis-à-vis competitors and that, if the registration of a
trade mark in any Member State is sufficient to justify the use of the symbol at issue, manufacturers could
elect to register their trade marks in the States with the least demanding requirements.

21 That argument must be rejected. Firstly, prudent economic operators with an interest in knowing
whether or not a trade mark is registered can determine the legal situation concerning the trade mark in
question at the public register. Secondly, the principal aim of a person registering a trade mark in a
particular State is to obtain legal protection in that State. The symbol (R ), like other symbols which
indicate that a trade mark is registered, is, in relation to that legal protection, which constitutes the object
of the registration, of an ancillary or supplementary nature.

22 Finally, having regard to the arguments advanced by the Federal Republic of Germany based on
Council Directive 84/450/EEC of 10 September 1984 relating to the approximation of the laws, regulations
and administrative provisions of the Member States concerning misleading advertising (Official Journal
1984 L 250, p. 17 ), it must be added that, since the prohibition at issue has been found not to be
justified by imperative requirements relating to consumer protection or fair trading, it can also find no
basis in the aforementioned directive . That directive confines itself to a partial harmonization of the
national laws on misleading advertising by establishing, firstly, minimum objective criteria for determining
whether advertising is misleading, and, secondly, minimum requirements for the means of affording
protection against such advertising.

23 The reply to the questions referred for a preliminary ruling must therefore be that Article 30 of the
EEC Treaty is to be interpreted as precluding the application of a national provision on unfair competition
which enables an economic operator to obtain a prohibition in the territory of a Member State on the
marketing of a product bearing the letter (R ) in a circle next to the trade mark, if that trade mark is not
registered in that State but in another.

Costs

24 The costs incurred by the Federal Republic of Germany, the Italian Republic and the United Kingdom
of Great Britain and Northern Ireland and by the Commission of the European Communities, which have
submitted observations to the court, are not recoverable. As these proceedings are in
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the nature of a step in the proceedings pending before the national court, the decision on costs is a matter
for that court .

On those grounds,

THE COURT,

in answer to the questions submitted to it by the Landgericht Muenich I, by order of 29 June 1989,
hereby rules :

Article 30 of the EEC Treaty must be interpreted as precluding the application of a national provision on
unfair competition which enables an economic operator to obtain a prohibition in the territory of a
Member State on the marketing of a product bearing the letter (R ) in a circle next to the trade mark, if
that trade mark is not registered in that State but in another.
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Judgment of the Court
of 17 October 1990

SA CNL-SUCAL NV v HAG GF AG.
Reference for a preliminary ruling: Bundesgerichtshof - Germany.

Free movement of goods - Trade mark.
Case C-10/89.

++++

Free movement of goods - Industrial and commercial property - Trade mark - Similar products protected
in different Member States by identical marks or marks liable to be confused belonging to two entirely
separate undertakings - Opposition of the proprietor of the mark in one Member State to the importation
of products marketed by the other undertaking under its own trade mark - Whether permissible - Common
origin of the two marks prior to expropriation resulting in separate proprietors being entitled to use the
trade mark - Not relevant

(EEC Treaty, Arts 30 and 36 )

Articles 30 and 36 of the EEC Treaty do not preclude national legislation from allowing an undertaking
which is the proprietor of a trade mark in a Member State to oppose the importation from another
Member State by an undertaking which is legally and economically independent of it and without its
consent of similar products lawfully bearing in the latter State an identical trade mark or one which is
liable to be confused with the protected mark, even if the mark under which the goods in dispute are
imported originally belonged to a subsidiary of the undertaking which opposes the importation and was
acquired by a third undertaking following the expropriation of that subsidiary .

From the date of expropriation and notwithstanding their common origin, each of the marks independently
fulfilled its function, within its own territorial field of application, of guaranteeing that the marked
products originated from one single source.

In Case C-10/89,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Bundesgerichtshof (Federal Court
of Justice ) for a preliminary ruling in the proceedings pending before that court between

SA CNL-SUCAL NV, a company incorporated under Belgian law, with its registered office in Liège
(Belgium ),

and

HAG GF AG, a company incorporated under German law, with its registered office in Bremen (Federal
Republic of Germany ),

on the interpretation of Articles 30, 36 and 222 of the EEC Treaty,

THE COURT,

composed of : O. Due, President, T. F. O' Higgins, J. C. Moitinho de Almeida, G. C Rodríguez Iglesias
and M. Díez de Velasco (Presidents of Chambers ), Sir Gordon Slynn, C. N. Kakouris, R. Joliet, F . A.
Schockweiler, F. Grévisse and M. Zuleeg, Judges,

Advocate General : F. G. Jacobs

Registrar : H. A. Ruehl, Principal Administrator,

after considering the observations submitted on behalf of

SA CNL-SUCAL NV, by Gisela Wild, Rechtsanwaeltin, Hamburg, and Professor Ernst-Joachim
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Mestmaecker,

HAG GF AG, by Bruckhaus, Kreifels, Winkhaus and Lieberknecht, Rechtsanwaelte, Duesseldorf,

the Government of the Federal Republic of Germany, by Horst Teske, Ministerialrat, and Alexander von
Muehlendahl, Regierungsdirektor, both of the Ministry of Justice, and M. Seidel, Bundesministerium fuer
Wirtschaft, acting as Agents,

the Government of the Kingdom of the Netherlands, by H. J. Heinemann, Deputy General Secretary in the
Ministry of Foreign Affairs, acting as Agent,

the United Kingdom of Great Britain and Northern Ireland, by S. J. Hay, of the Treasury Solicitor' s
Department, and M. N. Pumfrey, acting as Agents,

the Government of the Kingdom of Spain, by Javier Conde de Saro, Director-General for Community
Legal and Institutional Coordination, and Rafael García-Valdecasas y Fernandez, abogado del Estado, Head
of the State Legal Department for Matters before the Court of Justice of the European Communities,
acting as Agents,

the Commission of the European Communities, by its Legal Adviser Joern Sack, acting as Agent,

having regard to the Report for the Hearing and further to the hearing on 18 January 1990,

after hearing the Opinion of the Advocate General delivered at the sitting on 13 March 1990,

gives the following

Judgment

1 By order of 24 November 1988, which was received at the Court on 13 January 1989, the
Bundesgerichtshof referred to the Court under Article 177 of the EEC Treaty a number of questions on the
interpretation of Articles 30, 36 and 222 of that Treaty in connection with trade mark law.

2 Those questions were raised in the course of proceedings between the Belgian company SA
CNL-SUCAL NV and the German company HAG GF AG. The latter produces and distributes coffee
decaffeinated by a process of its invention. It is the proprietor of several trade marks in the Federal
Republic of Germany - the oldest registered in 1907 - in which the essential element is the word "HAG",
which is also part of its corporate name.

3 In 1908 it registered two trade marks in Belgium which included the proprietary name "Kaffee HAG ".
In 1927, it established a subsidiary company in Belgium, trading as "Kaffee HAG SA", which it controlled
and wholly owned. The subsidiary company registered at least two trade marks, one of which includes,
inter alia, the proprietory name "Café HAG ". With effect from 1935, HAG GF AG also transferred the
trade marks registered in its own name in Belgium to this subsidiary.

4 In 1944 Café HAG SA was seized as enemy property. The Belgian authorities subsequently sold the
shares en bloc to the Van Oevelen family . In 1971 Café HAG SA assigned the Benelux marks which it
held to Van Zuylen Frères, a limited partnership (société en commandite ) based in Liège.

5 SA CNL-SUCAL NV was created as a result of changes to the legal constitution and the trade name of
the Société en commandite Van Zuylen Frères. It has now begun to import into the Federal Republic of
Germany decaffeinated coffee under the proprietory name "HAG ".

6 In order to prevent such importation, HAG AG, which asserts that "Kaffee HAG" has become a
well-known brand name in Germany and that the decaffeinated coffee which it markets under that name is,
by virtue of a new manufacturing process, superior in quality to the decaffeinated coffee imported by SA
CNL-SUCAL NV into the Federal Republic of Germany, instituted proceedings before the German courts.
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7 The dispute came before the Bundesgerichtshof on appeal on a point of law and that court decided to
stay the proceedings and to submit to the Court of Justice for a preliminary ruling under Article 177 of
the EEC Treaty the following questions :

"(1 ) Is it compatible with the provisions on the free movement of goods (Articles 30 and 36 of the
EEC Treaty ) - having regard also to Article 222 - that an undertaking established in Member State A
should, by virtue of its national rights in trade names and trade marks, oppose the importation of
similar goods of an undertaking established in Member State B if, in State B, those goods have legally
received a mark which :

(a ) may be confused with the trade name and trade mark reserved in State A to the undertaking
established there, and

(b ) had originally existed in State B - albeit registered later than a mark protected in State A - for the
benefit of the undertaking established in State A and had been transferred by that undertaking to a
subsidiary undertaking set up in State B and forming part of the same concern, and

(c ) was, as a consequence of the expropriation in State B of that subsidiary, transferred as an asset of the
sequestrated subsidiary (together with that undertaking as a whole ) to a third party which, in turn,
assigned the mark to the legal precursor of the undertaking which now exports the goods bearing that
mark to State A?

(2 ) Should the answer to the first question be negative :

Would the answer to the above question be different if the mark protected in State A has become a
'famous' brand name in that State and it is probable that, as a result of the exceptional prominence which
it enjoys, if the same mark is used by a third-party undertaking, the task of informing the consumer as to
the commercial origin of the goods could not be accomplished without adverse repercussions on the free
movement of goods?

(3 ) Alternatively, again if the first question is answered in the negative :

Does the same answer hold good even if consumers in State A associate the mark protected in that State
not only with a certain commercial origin but also with certain perceptions as to the characteristics, in
particular the quality of the marked goods and if the goods exported from State B under the same mark
do not meet those expectations?

(4 ) If the first, second and third questions are all answered in the negative :

Would the answer be different if the separate conditions set out in the second and third questions were
cumulative and were all satisfied?"

8 Reference is made to the Report for the Hearing for a fuller account of the facts of the main
proceedings, the course of the procedure and the written observations submitted to the Court, which are
mentioned or discussed hereinafter only in so far as is necessary for the reasoning of the Court.

The first question

9 In its first question, the national court essentially seeks to ascertain whether Articles 30 and 36 of the
EEC Treaty preclude national legislation from allowing an undertaking which is the proprietor of a trade
mark in a Member State to oppose the importation from another Member State of similar goods which
lawfully bear in that latter State an identical trade mark or one which may give rise to confusion with the
protected trade mark, even though the mark under which the goods in dispute were imported initially
belonged to a subsidiary of the undertaking which opposes such importation and was acquired by a third
undertaking following the expropriation of that subsidiary .
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10 Bearing in mind the points outlined in the order for reference and in the discussions before the Court
concerning the relevance of the Court' s judgment in Case 192/73 Van Zuylen v HAG [1974] ECR 731 to
the reply to the question asked by the national court, it should be stated at the outset that the Court
believes it necessary to reconsider the interpretation given in that judgment in the light of the case-law
which has developed with regard to the relationship between industrial and commercial property and the
general rules of the Treaty, particularly in the sphere of the free movement of goods.

11 It ought to be recalled in this connection that prohibitions and restrictions on imports which are
justified on grounds of the protection of industrial and commercial property are permitted under Article 36
subject to the express condition that they do not constitute a means of arbitrary discrimination or a
disguised restriction on trade between Member States.

12 As the Court has consistently held, Article 36 only admits derogations from the fundamental principle
of the free movement of goods within the common market to the extent to which such derogations are
justified for the purpose of safeguarding rights which constitute the specific subject-matter of such
property; consequently, the owner of an industrial property right protected by the legislation of a Member
State cannot rely on that legislation to prevent the importation or marketing of a product which has been
lawfully marketed in another Member State by the owner of the right himself, with his consent, or by a
person economically or legally dependent on him (see, in particular, the judgments in Case 78/70 Deutsche
Grammophon v Metro [1971] ECR 487, in Case 16/74 Centrafarm v Winthrop [1974] ECR 1183 and in
Case 19/84 Pharmon v Hoechst [1985] ECR 2281 ).

13 Trade mark rights are, it should be noted, an essential element in the system of undistorted competition
which the Treaty seeks to establish and maintain. Under such a system, an undertaking must be in a
position to keep its customers by virtue of the quality of its products and services, something which is
possible only if there are distinctive marks which enable customers to identify those products and services.
For the trade mark to be able to fulfil this role, it must offer a guarantee that all goods bearing it have
been produced under the control of a single undertaking which is accountable for their quality.

14 Consequently, as the Court has ruled on numerous occasions, the specific subject-matter of trade marks
is in particular to guarantee to the proprietor of the trade mark that he has the right to use that trade mark
for the purpose of putting a product into circulation for the first time and therefore to protect him against
competitors wishing to take advantage of the status and reputation of the trade mark by selling products
illegally bearing that mark. In order to determine the exact scope of this right exclusively conferred on the
owner of the trade mark, regard must be had to the essential function of the trade mark, which is to
guarantee the identity of the origin of the marked product to the consumer or ultimate user by enabling
him without any possibility of confusion to distinguish that product from products which have another
origin (see, in particular, the judgments in Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR
1139, paragraph 7, and in Case 3/78 Centrafarm v American Home Products Corporation [1978] ECR
1823, paragraphs 11 and 12 ).

15 For the purpose of evaluating a situation such as that described by the national court in the light of the
foregoing considerations, the determinant factor is the absence of any consent on the part of the proprietor
of the trade mark protected by national legislation to the putting into circulation in another Member State
of similar products bearing an identical trade mark or one liable to lead to confusion, which are
manufactured and marketed by an undertaking which is economically and legally independent of the
aforesaid trade mark proprietor .

16 In such circumstances, the essential function of the trade mark would be jeopardized if the proprietor
of the trade mark could not exercise the right conferred on him by national legislation to oppose the
importation of similar goods bearing a designation liable to be confused with his
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own trade mark, because, in such a situation, consumers would no longer be able to identify for certain
the origin of the marked goods and the proprietor of the trade mark could be held responsible for the poor
quality of goods for which he was in no way accountable .

17 This analysis cannot be altered by the fact that the mark protected by national legislation and the
similar mark borne by the imported goods by virtue of the legislation of their Member State of origin
originally belonged to the same proprietor, who was divested of one of them following expropriation by
one of the two States prior to the establishment of the Community.

18 From the date of expropriation and notwithstanding their common origin, each of the marks
independently fulfilled its function, within its own territorial field of application, of guaranteeing that the
marked products originated from one single source.

19 It follows from the foregoing that in a situation such as the present case, in which the mark originally
had one sole proprietor and the single ownership was broken as a result of expropriation, each of the trade
mark proprietors must be able to oppose the importation and marketing, in the Member State in which the
trade mark belongs to him, of goods originating from the other proprietor, in so far as they are similar
products bearing an identical mark or one which is liable to lead to confusion.

20 Consequently the answer to the first question must be that Articles 30 and 36 of the EEC Treaty do
not preclude national legislation from allowing an undertaking which is the proprietor of a trade mark in a
Member State to oppose the importation from another Member State of similar goods lawfully bearing in
the latter State an identical trade mark or one which is liable to be confused with the protected mark, even
if the mark under which the goods in dispute are imported originally belonged to a subsidiary of the
undertaking which opposes the importation and was acquired by a third undertaking following the
expropriation of that subsidiary.

The second, third and fourth questions

21 In view of the answer to the first question, the second, third and fourth questions no longer serve any
purpose.

Costs

22 The costs incurred by the Governments of the Federal Republic of Germany, the Kingdom of the
Netherlands, the United Kingdom of Great Britain and Northern Ireland, the Kingdom of Spain and by the
Commission of the European Communities, which have submitted observations to the Court, are not
recoverable. Since these proceedings are, in so far as the parties to the main proceedings are concerned, in
the nature of a step in the action pending before the national court, the decision on costs is a matter for
that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Bundesgerichtshof, by order of 24 November 1988, hereby
rules :

Articles 30 and 36 of the EEC Treaty do not preclude national legislation from allowing an undertaking
which is the proprietor of a trade mark in a Member State to oppose the importation from another
Member State of similar goods lawfully bearing in the latter State an identical trade mark or one which is
liable to be confused with the protected mark, even if the mark under which the goods in dispute are
imported originally belonged to a subsidiary of the undertaking which opposes the importation and was
acquired by a third undertaking following the expropriation of that subsidiary.
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Judgment of the Court
of 18 May 1989

The Queen v Royal Pharmaceutical Society of Great Britain, ex parte Association of
Pharmaceutical Importers and others.

References for a preliminary ruling: Court of Appeal - United Kingdom.
Pharmaceutical products - Parallel imports - Measures having equivalent effect - Protection of public

health - Trade-mark law.
Joined cases 266 and 267/87.

++++

1 . Free movement of goods - Quantitative restrictions - Measures having equivalent effect - Concept -
Measures adopted by a professional body for pharmacy

(EEC Treaty, Art. 30 )

2 . Free movement of goods - Derogations - Protection of public health - Rules prohibiting pharmacists
from substituting a therapeutically equivalent medicinal product for that prescribed by the doctor - Whether
acceptable

(EEC Treaty, Art. 36 )

1 . Measures adopted by a professional body for pharmacy, in whose register all pharmacists must be
enrolled in order to carry on their business, which lays down rules of ethics applicable to the members of
the profession and which has a committee upon which national legislation has conferred disciplinary
powers that could involve the removal from the said register, may, if they are capabe of affecting trade
between the Member States, constitute "measures" within the meaning of Article 30 of the EEC Treaty.

2 . A national rule of a Member State requiring a pharmacist, in response to a prescription calling for a
medicinal product by its trade mark or proprietary name, to dispense only a product bearing that trade
mark or proprietary name may be justified under Artice 36 of the Treaty on grounds of the protection of
public health even where the effect of such a rule is to prevent the pharmacist from dispensing a
therapeutically equivalent product licensed by the competent national authorities pursuant to rules adopted
in conformity with Community law and manufactured by the same company or group of companies or by
a licensee of that company but bearing a trade mark or proprietary name applied to it in another Member
State which differs from the trade mark or proprietary name appearing in the prescription

Such a provision does not go beyond what is necessary to achieve the objective in view, which is to leave
the entire responsibility for the treatment of the patient in the hands of the doctor treating him, who may
often prescribe a given medicinal product for psychosomatic reasons .

In Case 266/87

REFERENCE to the Court under Article 177 of the EEC Treaty by the Court of Appeal of England and
Wales for a preliminary ruling in the proceedings pending before that court between

The Queen

and

Royal Pharmaceutical Society of Great Britain, ex parte Association of Pharmaceutical Importers and
Others

on the interpretation of Articles 30 and 36 of the EEC Treaty,

and
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in Case 267/87

REFERENCE to the Court under Article 177 of the EEC Treaty by the Court of Appeal of England and
Wales for a preliminary ruling in the proceedings pending before that court between

The Queen

and

Secretary of State for Social Services, ex parte Association of Pharmaceutical Importers and Others

on the interpretation of Articles 30 and 36 of the EEC Treaty,

THE COURT,

composed of O. Due, President, R. Joliet, T. F. O' Higgins and F . Grévisse (Presidents of Chambers ), Sir
Gordon Slynn, G. F. Mancini, F . A. Schockweiler, J. C. Moitinho de Almeida and G. C. Rodríguez
Iglesias, Judges,

Advocate General : M. Darmon

Registrar : B. Pastor, Administrator

after considering the observations submitted on behalf of

the Association of Pharmaceutical Importers and other parties, the appellants in the main proceedings, by
D. Vaughan QC and D. Wyatt, barrister, instructed by S. Kon of S. J. Berwin & Co., Solicitors, London,

the Royal Pharmaceutical Society of Great Britain, the respondent in the main proceedings, by R. Webb
QC, instructed by E. J. R. Hill of Walker Martineau, Solicitors, London,

the Commission, by E. L. White, a member of its Legal Department, acting as Agent,

the United Kingdom, by S. J. Hay, Treasury Solicitor, Queen Anne' s Chambers, acting as Agent, assisted
by J. Laws and N. Paines, barristers,

the Belgian Government, by A. Reyn, Director of European Affairs at the Ministry of Foreign Affairs,
Foreign Trade and Cooperation with Developing Countries, acting as Agent,

the Danish Government, by J. Molde, Legal Adviser at the Ministry of Foreign Affairs, acting as Agent,

the Netherlands Government, in the oral procedure, by M. A. Fiestra,

having regard to the Report for the Hearing and further to the hearing on 12 January 1989,

after hearing the Opinion of the Advocate General delivered at the sitting on 10 March 1989,

gives the following

Judgment

1 By orders of 30 July 1987, which were received at the Court Registry on 7 September 1987, the Court
of Appeal of England and Wales referred to the Court for a preliminary ruling under Article 177 of the
EEC Treaty three questions on the interpretation of Articles 30 and 36 of the Treaty in order to enable it
to determine whether certain national measures concerning pharmaceutical products supplied only upon
prescription are compatible with those provisions.

2 The questions arose in two sets of proceedings between, on the one hand, the Association of
Pharmaceutical Importers and its members, who carry out parallel imports of pharmaceutical products from
other
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Member States which they then market in the United Kingdom, and, on the other, the Pharmaceutical
Society of Great Britain (Case 266/87 ) and the Secretary of State for Social Services (Case 267/87 ).

3 In order to comply with the judgment of the Court of 20 May 1976 in Case 104/75 de Peijper (( 1976
)) ECR 613, the United Kingdom introduced a simplified procedure for granting marketing authorizations
for parallel imports of proprietary medicinal products having the same therapeutic effects as a product
already authorized in the United Kingdom and produced by the same manufacturer or group of
manufacturers or by a person licensed by the manufacturer of the product already authorized.

4 It appears from the documents before the Court that of the 220 or so products in respect of which
licences have been issued under the simplified procedure about 50 are marketed under a brand name which
differs from that of the equivalent product previously authorized in the United Kingdom. It is also not in
dispute that, even in such cases, pharmacists have often supplied the parallel import when dispensing a
prescription specifying the brand of product previously authorized . That practice is explained by the fact
that the parallel imports cost pharmacists less and thus enable them to obtain a higher profit margin.

5 Section 58(2 ) of the Medicines Act 1968 prohibits the sale by retail, or the supply in circumstances
corresponding to a retail sale, of certain pharmaceutical products except in accordance with a prescription
issued by a practitioner (a doctor, a dentist or a veterinary practitioner ). As a general rule, a practitioner
is free either to prescribe the medicinal product in question by its generic name or to prescribe a
proprietary medicinal product by its brand name

6 The Pharmaceutical Society of Great Britain, which is the pharmacists' professional body, has adopted a
Code of Ethics and Guidance Notes which, inter alia, prohibit a pharmacist from substituting, except in an
emergency, any other product for a product specifically named in the prescription, even if he believes that
the therapeutic effect and quality of the other product are identical. The same rules also provide that a
pharmacist should not deviate from the prescriber' s instructions when dispensing a prescription except
where this is necessary in order to protect the health of the patient

7 Having regard to the abovementioned practice of some pharmacists of dispensing products which were
the subject of parallel imports and which bear a brand name other than that indicated in the prescription,
the Council of the Society published an official statement on 12 July 1986 confirming that the
abovementioned rules of professional ethics "apply to imported medicines as well as those produced for
the United Kingdom market ". It is that statement, which the Society refuses to revoke, which is the
subject of the main proceedings in Case 266/87.

8 According to a statement agreed by the parties to the main proceedings in Case 267/87 and submitted
by the Court of Appeal, approximately 95% of the pharmaceutical products supplied upon prescription are
supplied under the National Health Service. Under that service, the United Kingdom Government gives
doctors the freedom, subject to certain exceptions, to prescribe proprietary medicinal products under their
proprietary name, although it encourages them to prescribe them under generic names. Under the Terms of
Service for Chemists under the National Health Service, pharmacists are required to supply the products
specified in prescriptions. If a doctor has used his freedom to prescribe a product by its proprietary name,
only the product bearing that name may therefore be supplied by the pharmacist . It is the application of
that rule to parallel imports of proprietary medicinal products which is the subject of the main proceedings
in Case 267/87.

9 After noting, following the publication of the abovementioned statement by the Pharmaceutical Society
of Great Britain and the simultaneous application of the Terms of Service to imported products, that
parallel imports of proprietary medicinal products bearing a brand name different
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from that of the product previously authorized in the United Kingdom had practically ceased, the
Association of Pharmaceutical Importers and its members challenged those two measures before the
Divisional Court and, when their application was dismissed, they then appealed to the Court of Appeal.

10 The Court of Appeal stayed the proceedings and referred the following questions to the Court for a
preliminary ruling in Case 266/87 :

"(1 ) Is a national rule of a Member State inconsistent with Article 30 of the EEC Treaty where it
requires a pharmacist, in response to a prescription calling for a medicinal product by its trade mark or
proprietary name, to dispense only a product bearing that trade mark or proprietary name where the
effect of such a rule is to prevent the pharmacist from dispensing a therapeutically equivalent product
licensed by the competent national authorities pursuant to rules adopted in conformity with the
judgment of the Court of Justice in Case 104/75 and manufactured by the same company or group of
companies or by a licensee of that company but bearing a trade mark or proprietary name applied to it
in another Member State which differs from the trade mark or proprietary name appearing in the
prescription?

(2 ) In the event of the first question being answered in the affirmative, is such a national rule justifiable
on grounds of protection of public health or the protection of industrial or commercial property?

(3 ) In either event, was the statement of the Council of the Pharmaceutical Society of Great Britain
published in the Pharmaceutical Journal on 12 July 1986 or its decision as set out in its letter of 12
August 1986 not to revoke that statement a 'measure' within the meaning of Article 30 of the EEC
Treaty?"

11 In Case 267/87, the Court of Appeal referred for a preliminary ruling two questions which are
essentially identical to the first two questions in Case 266/87. For that reason, the Court decided, by order
of 11 November 1987, to join the two cases for the purposes of the written procedure, the oral procedure
and the judgment.

12 Reference is made to the Report for the Hearing for a fuller account of the facts of the main
proceedings, the applicable national rules, the course of the procedure and the observations submitted to
the Court, which are mentioned or discussed hereinafter only in so far as is necessary for the reasoning of
the Court.

Third question

13 Before the question whether the measures at issue fall under the prohibition in Article 30 of the Treaty
or whether they are justified under Article 36 of the Treaty is considered, the point raised by the national
court' s third question, which is whether a measure adopted by a professional body such as the
Pharmaceutical Society of Great Britain may come within the scope of the said articles, should be resolved
.

14 According to the documents before the Court, that Society, which was incorporated by Royal Charter
in 1843 and whose existence is also recognized in United Kingdom legislation, is the sole professional
body for pharmacy. It maintains the register in which all pharmacists must be enrolled in order to carry on
their business. As can be seen from the order for reference, it adopts rules of ethics applicable to
pharmacists . Finally, United Kingdom legislation has established a disciplinary committee within the
Society which may impose disciplinary sanctions on a pharmacist for professional misconduct; those
sanctions may even involve his removal from the register. An appeal lies to the High Court from decisions
of that committee.

15 It should be stated that measures adopted by a professional body on which national legislation
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has conferred powers of that nature may, if they are capable of affecting trade between Member States,
constitute "measures" within the meaning of Article 30 of the Treaty.

16 The reply to the third question should therefore be that measures adopted by a professional body, such
as the Pharmaceutical Society of Great Britain, which lays down rules of ethics applicable to the members
of the profession and has a committee upon which national legislation has conferred disciplinary powers
that could involve removal from the register of persons authorized to exercise the profession, may
constitute "measures" within the meaning of Article 30 of the EEC Treaty.

The first two questions

17 It should be pointed out that under Article 30 of the Treaty "quantitative restrictions on imports and all
measures having equivalent effect shall... be prohibited between Member States ". As the Court has
consistently held (see, in the first place, the judgment of 11 July 1974 in Case 8/74 Procureur du Roi v
Dassonville (( 1974 )) ECR 837 ), any measure which is capable of hindering, directly or indirectly,
actually or potentially, intra-Community trade constitutes a measure having an effect equivalent to a
quantitative restriction.

18 According to the order for reference in Case 266/87, it is common ground between the parties to the
main proceedings that the 50 or so products imported in parallel, which have brand names different from
those of the equivalent products previously authorized in the United Kingdom, were marketed in that
Member State in significant quantities for several years but their importation practically ceased during the
summer of 1986, which is the time when the Pharmaceutical Society of Great Britain published its
statement drawing attention to the ethical rule prohibiting pharmacists from substituting another product for
a specifically named product even if the other product has identical therapeutic effect and confirming that
that rule applied to imported products as well as to domestic products.

19 In those circumstances, and although the existence of a causal link is a matter of dispute between the
parties, the Court cannot exclude the possibility that, in the particular circumstances of the case, the said
rule is capable of hindering intra-Community trade. For that reason, and without there being any need to
decide whether a rule prohibiting a pharmacist from substituting another product with the same therapeutic
effect for the medicinal product prescribed by the doctor treating the patient generally constitutes a
measure having equivalent effect within the meaning of Article 30 of the Treaty, it is necessary to
consider whether such a rule may be justified under Article 36 (second question ).

20 In that regard, it should be noted that among the grounds of public interest set out in Article 36, only
the protection of health could be relevant. A rule prohibiting a trader from substituting, even with the
consumer' s consent, another product for the brand ordered would go beyond what could be necessary for
the protection of industrial and commercial property. It should also be added that, although the Court, in
its judgment of 10 October 1978 in Case 3/78 Centrafarm BV v American Home Products Corporation ((
1978 )) ECR 1823, considered that the proprietor of a trade mark which is protected in one Member State
is justified under Article 36 in preventing a product from being marketed by a third party under the mark
in question even if previously that product had been lawfully marketed in another Member State under
another mark held in the latter State by the same proprietor, it made an express reservation as regards
cases in which the practice of using different marks for the same product is for the purpose of artificially
partitioning the markets .

21 On the other hand, the rules concerning the relationship between doctors and pharmacists and in
particular those rules relating to the attending doctor' s freedom to prescribe any product he chooses and to
any possibility which the pharmacist may have to dispense a medicinal product other than that prescribed
in the prescription are part of the national public health system. As long
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as those matters have not been regulated by Community legislation, it is for the Member States, within the
limits laid down in Article 36, to decide on the degree to which they wish to protect human health and
life and how that degree of protection is to be achieved.

22 There is no evidence in this case to justify a conclusion by the Court that a rule prohibiting
pharmacists from substituting another medicinal product for one designated by name in the prescription,
even if the other product has the same therapeutic effect, goes beyond what is necessary to achieve the
objective in view, which is to leave the entire responsibility for the treatment of the patient in the hands
of the doctor treating him. In particular, the Court finds itself unable to discount the reasons, based on
psychosomatic phenomena, for which, according to the observations submitted by the Pharmaceutical
Society of Great Britain and by the governments of several Member States, a specific proprietary
medicinal product might be prescribed rather than a generic product or any other proprietary medicinal
product having the same therapeutic effect.

23 Furthermore, the arguments put forward by the Association of Pharmaceutical Importers do not disclose
any evidence that the application of such a general rule to products imported from other Member States, in
which they may be marketed lawfully, constitutes a means of arbitrary discrimination or a disguised
restriction on trade between Member States within the meaning of the last sentence of Article 36 .

24 The reply to the first two questions should therefore be that a national rule of a Member State
requiring a pharmacist, in response to a prescription calling for a medicinal product by its trade mark or
proprietary name, to dispense only a product bearing that trade mark or proprietary name may be justified
under Article 36 of the Treaty on grounds of the protection of public health even where the effect of such
a rule is to prevent the pharmacist from dispensing a therapeutically equivalent product licensed by the
competent national authorities pursuant to rules adopted in conformity with the judgment of the Court of
Justice in Case 104/75 and manufactured by the same company or group of companies or by a licensee of
that company but bearing a trade mark or proprietary name applied to it in another Member State which
differs from the trade mark or proprietary name appearing in the prescription.

Costs

25 The costs incurred by the Belgian, Danish and Netherlands Governments, the United Kingdom and the
Commission of the European Communities, which have submitted observations to the Court, are not
recoverable . As these proceedings are, in so far as the parties to the main proceedings are concerned, a
step in the proceedings pending before the national court, the decision as to costs is a matter for that court
.

On those grounds,

THE COURT,

in answer to the questions submitted to it by the Court of Appeal of England and Wales, by orders of 30
July 1987, hereby rules :

(1 ) Measures adopted by a professional body such as the Pharmaceutical Society of Great Britain, which
lays down rules of ethics applicable to the members of the profession and has a committee upon which
national legislation has conferred disciplinary powers that could involve the removal from the register of
persons authorized to exercise the profession, may constitute "measures" within the meaning of Article
30 of the EEC Treaty.

(2 ) A national rule of a Member State requiring a pharmacist, in response to a prescription calling for a
medicinal product by its trade mark or proprietary name, to dispense only a product bearing
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that trade mark or proprietary name may be justified under Article 36 of the Treaty on grounds of the
protection of public health even where the effect of such a rule is to prevent the pharmacist from
dispensing a therapeutically equivalent product licensed by the competent national authorities pursuant
to rules adopted in conformity with the judgment of the Court of Justice of 20 May 1976 in Case
104/75 and manufactured by the same company or group of companies or by a licensee of that
company but bearing a trade mark or proprietary name applied to it in another Member State which
differs from the trade mark or proprietary name appearing in the prescription.
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Judgment of the Court (First Chamber)
of 3 December 1981

Pfizer Inc. v Eurim-Pharm GmbH.
Reference for a preliminary ruling: Landgericht Hamburg - Germany.

Industrial and commercial property : trade mark rights.
Case 1/81.

FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - TRADE-MARK
RIGHT - PROTECTION - LIMITS - TRADE MARK LAWFULLY AFFIXED TO A PRODUCT IN A
MEMBER STATE - RE-PACKAGING BY A THIRD PARTY AND IMPORTATION INTO ANOTHER
MEMBER STATE - OPPOSITION BY THE PROPRIETOR - NOT PERMISSIBLE

(EEC TREATY , ART. 36 )

THE ESSENTIAL FUNCTION OF A TRADE MARK IS TO GUARANTEE THE IDENTITY OF THE
ORIGIN OF THE MARKED PRODUCT TO THE CONSUMER OR FINAL USER BY ENABLING HIM
TO DISTINGUISH WITHOUT ANY POSSIBILITY OF CONFUSION BETWEEN THAT PRODUCT
AND PRODUCTS WHICH HAVE ANOTHER ORIGIN. THIS GUARANTEE OF ORIGIN MEANS
THAT THE CONSUMER OR FINAL USER MAY BE CERTAIN THAT A TRADE-MARKED
PRODUCT WHICH IS OFFERED TO HIM HAS NOT BEEN SUBJECT AT A PREVIOUS STAGE IN
THE MARKETING PROCESS TO INTERFERENCE BY A THIRD PERSON , WITHOUT THE
AUTHORIZATION OF THE PROPRIETOR OF THE TRADE MARK , AFFECTING THE ORIGINAL
CONDITION OF THE PRODUCT .

THEREFORE , THE PROPRIETOR OF A TRADE-MARK RIGHT MAY NOT RELY ON THAT RIGHT
IN ORDER TO PREVENT AN IMPORTER FROM MARKETING A PHARMACEUTICAL PRODUCT
MANUFACTURED IN ANOTHER MEMBER STATE BY THE SUBSIDIARY OF THE PROPRIETOR
AND BEARING THE LATTER ' S TRADE MARK WITH HIS CONSENT , WHERE THE IMPORTER
, IN RE-PACKAGING THE PRODUCT , CONFINED HIMSELF TO REPLACING THE EXTERNAL
WRAPPING WITHOUT TOUCHING THE INTERNAL PACKAGING AND MADE THE TRADE
MARK AFFIXED BY THE MANUFACTURER TO THE INTERNAL PACKAGING VISIBLE
THROUGH THE NEW EXTERNAL WRAPPING , AT THE SAME TIME CLEARLY INDICATING ON
THE EXTERNAL WRAPPING THAT THE PRODUCT WAS MANUFACTURED BY THE
SUBSIDIARY OF THE PROPRIETOR AND RE-PACKAGED BY THE IMPORTER.

IN CASE 1/81

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE
LANDGERICHT (REGIONAL COURT ) HAMBURG FOR A PRELIMINARY RULING IN THE
ACTION PENDING BEFORE THAT COURT BETWEEN

PFIZER INC., NEW YORK , USA ,

AND

EURIM-PHARM GMBH , PIDING/BAD REICHENHALL , FEDERAL REPUBLIC OF GERMANY ,

ON THE INTERPRETATION OF ARTICLE 36 OF THE EEC TREATY ,

1 BY ORDER OF 5 NOVEMBER 1980 , WHICH WAS RECEIVED AT THE COURT ON 7 JANUARY
1981 , THE LANDGERICHT (REGIONAL COURT ) HAMBURG REFERRED TO THE COURT FOR A
PRELIMINARY RULING TWO QUESTIONS ON THE INTERPRETATION OF ARTICLE 36 OF THE
TREATY.

2 THE QUESTIONS WERE RAISED IN CONNECTION WITH PROCEEDINGS BETWEEN TWO
UNDERTAKINGS IN THE PHARMACEUTICALS SECTOR , ONE OF WHICH , THE PLAINTIFF
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IN THE MAIN PROCEEDINGS (HEREINAFTER REFERRED TO AS ' ' PFIZER ' ' ), THE
PROPRIETOR OF A CERTAIN TRADE MARK IN SERVERAL MEMBER STATES , SEEKS TO
PREVENT THE OTHER , THE DEFENDANT IN THE MAIN PROCEEDINGS (HEREINAFTER
REFERRED TO AS ' ' EURIM-PHARM ' ' ), WHICH HAS PURCHASED A PRODUCT WITH THAT
TRADE MARK PUT INTO CIRCULATION IN ONE MEMBER STATE , FROM DISTRIBUTING IT IN
ANOTHER MEMBER STATE AFTER RE-PACKAGING IT.

3 THE PRODUCT IN QUESTION , A WIDE-SPECTRUM ANTIBIOTIC CALLED ' ' VIBRAMYCIN ' '
, IS MARKETED IN THE FEDERAL REPUBLIC OF GERMANY BY THE GERMAN SUBSIDIARY
OF PFIZER AND IS PROTECTED BY A REGISTERED MARK OF WHICH PFIZER IS THE
PROPRIETOR. THE BRITISH SUBSIDIARY OF PFIZER MANUFACTURES THE SAME PRODUCT
AND MARKETS IT , IN DIFFERENT PACKAGINGS , AT PRICES CONSIDERABLY LOWER THAN
THOSE APPLIED IN THE FEDERAL REPUBLIC OF GERMANY.

4 AFTER INFORMING PFIZER OF ITS INTENTIONS , EURIM-PHARM MARKETED IN THE
FEDERAL REPUBLIC OF GERMANY THE VIBRAMYCIN PURCHASED IN THE UNITED
KINGDOM IN ORIGINAL PACKAGINGS CONTAINING 50 CAPSULES SEALED IN GROUPS OF
FIVE INTO BLISTER STRIPS BEARING THE WORDS ' ' VIBRAMYCIN PFIZER ' ' ON THE
SHEETS INCORPORATED IN THE STRIPS. WITH A VIEW TO MARKETING THE PRODUCT IN
THE FEDERAL REPUBLIC OF GERMANY , EURIM-PHARM ENCLOSED EACH BLISTER STRIP IN
A FOLDING BOX DESIGNED BY IT , WITHOUT ALTERING THE STRIP OR ITS CONTENTS. ON
THE FRONT SIDE OF THE BOX IS AN OPENING COVERED WITH TRANSPARENT MATERIAL
THROUGH WHICH ARE VISIBLE THE WORDS ' ' VIBRAMYCIN PFIZER ' ' APPEARING ON THE
SHEET INCORPORATED IN THE ORIGINAL STRIPS. ON THE BACK OF THE BOX THE
FOLLOWING WORDING HAS BEEN AFFIXED : ' ' WIDE-SPECTRUM ANTIBIOTIC -
MANUFACTURER : PFIZER LTD ., SANDWICH , KENT , GB - IMPORTER : EURIM-PHARM
GMBH , WHOLESALERS OF PHARMACEUTICAL PRODUCTS , 8229 PIDING ; PACKAGED BY
THE IMPORTER : EURIM-PHARM GMBH , 8229 PIDING ' '. THE IMPORTER INSERTED A
LEAFLET IN THE BOX CONTAINING INFORMATION RELATING TO THE MEDICINAL
PRODUCT , IN ACCORDANCE WITH THE PROVISIONS OF GERMAN LAW.

5 IN ITS ORDER MAKING THE REFERENCE , THE LANDGERICHT HELD THAT THE
OPERATION CARRIED OUT BY EURIM-PHARM CONSTITUTED AN INFRINGEMENT OF PFIZER '
S RIGHTS UNDER GERMAN TRADE-MARK LAW. HOWEVER , IN VIEW OF THE FACT THAT
AT AN EARLIER STAGE OF THE PROCEEDINGS IN THE SAME CASE THE HIGHER COURT
HAD TAKEN THE VIEW THAT IN THE CIRCUMSTANCES EXERCISE OF THE TRADE-MARK
RIGHT WAS PRECLUDED BY ARTICLES 30 AND 36 OF THE TREATY , THE LANDGERICHT
SUBMITTED THE FOLLOWING TWO QUESTIONS FOR A PRELIMINARY RULING :

' ' 1 . IS THE PROPRIETOR OF A TRADE MARK PROTECTED IN HIS FAVOUR IN MEMBER
STATE A ENTITLED UNDER ARTICLE 36 OF THE EEC TREATY , IN RELIANCE UPON THIS
RIGHT , TO PREVENT AN IMPORTER FROM BUYING FROM A SUBSIDIARY UNDERTAKING OF
THE PROPRIETOR OF THE TRADE MARK MEDICINAL PREPARATIONS TO WHICH THE
PROPRIETOR ' S TRADE MARK HAS BEEN LAWFULLY AFFIXED WITH HIS CONSENT IN
MEMBER STATE B OF THE COMMUNITY AND WHICH HAVE BEEN PLACED ON THE MARKET
UNDER THAT TRADE MARK , FROM RE-PACKAGING THOSE PRODUCTS IN ACCORDANCE
WITH THE DIFFERENT PRACTICES OF DOCTORS IN PRESCRIBING MEDICAMENTS
PREVAILING IN MEMBER STATE A AND FROM PLACING THOSE PRODUCTS ON THE
MARKET IN MEMBER STATE A IN AN OUTER PACKAGING DESIGNED BY THE IMPORTER ON
THE REVERSE SIDE OF WHICH THERE IS A TRANSPARENT WINDOW THROUGH WHICH IS
VISIBLE THE LABEL OF THE PROPRIETOR OF THE TRADE MARK WHICH IS ON THE
REVERSE SIDE OF THE BLISTER STRIP DIRECTLY SURROUNDING THE PRODUCT?
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2.IS IT SUFFICIENT , FOR THE PURPOSE OF ESTABLISHING THAT THERE IS AN UNLAWFUL
RESTRICTION ON TRADE AS ENVISAGED BY THE SECOND SENTENCE OF ARTICLE 36 OF
THE EEC TREATY , FOR THE USE OF THE NATIONAL TRADE-MARK RIGHT IN CONNECTION
WITH THE MARKETING SYSTEM ADOPTED BY THE PROPRIETOR OF THE TRADE MARK
OBJECTIVELY TO LEAD TO A PARTITIONING OF THE MARKETS BETWEEN MEMBER STATES
, OR IS IT NECESSARY ON THE CONTRARY , FOR IT TO BE SHOWN THAT THE PROPRIETOR
OF THE TRADE MARK EXERCISES HIS TRADE-MARK RIGHT IN CONNECTION WITH THE
MARKETING SYSTEM WHICH HE EMPLOYS WITH THE ULTIMATE OBJECTIVE OF BRINGING
ABOUT AN ARTIFICIAL PARTITIONING OF THE MARKETS?

' '

FIRST QUESTION

6 IT SHOULD IN THE FIRST PLACE BE BORNE IN MIND THAT , ACCORDING TO THE
CASE-LAW OF THE COURT , AS EVINCED IN PARTICULAR IN THE JUDGMENT OF 23 MAY
1978 (CASE 102/77 HOFFMANN-LA ROCHE V CENTRAFARM (1978 ) ECR 1139 ), ALTHOUGH
THE TREATY DOES NOT AFFECT THE EXISTENCE OF THE RIGHTS RECOGNIZED BY THE
LEGISLATION OF A MEMBER STATE IN THE FIELDS OF INDUSTRIAL AND COMMERCIAL
PROPERTY , THE EXERCISE OF THOSE RIGHTS MAY NEVERTHELESS , DEPENDING ON THE
CIRCUMSTANCES , BE SUBJECT TO THE PROHIBITIONS CONTAINED IN THE TREATY.
INASMUCH AS IT CREATES AN EXCEPTION TO THE FUNDAMENTAL PRINCIPLE OF FREE
MOVEMENT OF GOODS IN THE COMMON MARKET , ARTICLE 36 IN FACT PERMITS
DEROGATIONS FROM THAT PRINCIPLE ONLY TO THE EXTENT TO WHICH THEY ARE
JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING THE RIGHTS WHICH CONSTITUTE THE
SPECIFIC SUBJECT-MATTER OF THAT PROPERTY.

7 THE SPECIFIC SUBJECT-MATTER OF THE TRADE-MARK RIGHT IS IN PARTICULAR TO
GUARANTEE TO THE PROPRIETOR THAT HE HAS THE EXCLUSIVE RIGHT TO USE THAT
TRADE MARK FOR THE PURPOSE OF PUTTING A PRODUCT INTO CIRCULATION FOR THE
FIRST TIME AND THEREFORE TO PROTECT HIM AGAINST COMPETITORS WISHING TO TAKE
ADVANTAGE OF THE STATUS AND REPUTATION OF THE TRADE MARK BY SELLING
PRODUCTS ILLEGALLY BEARING THAT TRADE MARK.

8 IN ORDER TO ANSWER THE QUESTION WHETHER THAT EXCLUSIVE RIGHT INVOLVES
THE RIGHT TO PREVENT THE TRADE MARK FROM BEING AFFIXED BY A THIRD PERSON
AFTER THE PRODUCT HAS BEEN RE-PACKAGED , REGARD MUST BE HAD TO THE
ESSENTIAL FUNCTION OF THE TRADE MARK , WHICH IS TO GUARANTEE THE IDENTITY OF
THE ORIGIN OF THE TRADE-MARKED PRODUCT TO THE CONSUMER OR FINAL USER BY
ENABLING HIM TO DISTINGUISH WITHOUT ANY POSSIBILITY OF CONFUSION BETWEEN
THAT PRODUCT AND PRODUCTS WHICH HAVE ANOTHER ORIGIN. THIS GUARANTEE OF
ORIGIN MEANS THAT THE CONSUMER OR FINAL USER MAY BE CERTAIN THAT A
TRADE-MARKED PRODUCT WHICH IS OFFERED TO HIM HAS NOT BEEN SUBJECT AT A
PREVIOUS STAGE IN THE MARKETING PROCESS TO INTERFERENCE BY A THIRD PERSON ,
WITHOUT THE AUTHORIZATION OF THE PROPRIETOR OF THE TRADE MARK , AFFECTING
THE ORIGINAL CONDITION OF THE PRODUCT.

9 IN CONSEQUENCE , THE RIGHT ATTRIBUTED TO THE PROPRIETOR OF THE TRADE MARK
ENABLING HIM TO PREVENT ANY USE THEREOF WHICH IS LIKELY TO IMPAIR THE
GUARANTEE OF ORIGIN AS DEFINED ABOVE , IS THEREFORE PART OF THE SPECIFIC
SUBJECT-MATTER OF THE TRADE-MARK RIGHT.

10 NO USE OF THE TRADE MARK IN A MANNER LIABLE TO IMPAIR THE GUARANTEE
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OF ORIGIN TAKES PLACE IN A CASE SUCH AS THE ONE IN POINT WHERE , ACCORDING TO
THE FINDINGS OF THE NATIONAL COURT AND THE TERMS OF THE QUESTION SUBMITTED
BY IT , A PARALLEL IMPORTER HAS RE-PACKAGED A PHARMACEUTICAL PRODUCT
MERELY BY REPLACING THE OUTER WRAPPING WITHOUT TOUCHING THE INTERNAL
PACKAGING AND BY MAKING THE TRADE MARK AFFIXED BY THE MANUFACTURER ON
THE INTERNAL PACKAGING VISIBLE THROUGH THE NEW EXTERNAL WRAPPING.

11 IN SUCH CIRCUMSTANCES THE RE-PACKAGING IN FACT INVOLVES NO RISK OF
EXPOSING THE PRODUCT TO INTERFERENCE OR INFLUENCES WHICH MIGHT AFFECT ITS
ORIGINAL CONDITION AND THE CONSUMER OR FINAL USER OF THE PRODUCT IS NOT
LIABLE TO BE MISLED AS TO THE ORIGIN OF THE PRODUCT , ABOVE ALL WHERE , AS IN
THIS CASE , THE PARALLEL IMPORTER HAS CLEARLY INDICATED ON THE EXTERNAL
WRAPPING THAT THE PRODUCT WAS MANUFACTURED BY A SUBSIDIARY OF THE
PROPRIETOR OF THE TRADE MARK AND HAS BEEN RE-PACKAGED BY THE IMPORTER.

12 THE FACT THAT THE PARALLEL IMPORTER INSERTED IN THE EXTERNAL PACKAGING A
LEAFLET CONTAINING INFORMATION RELATING TO THE MEDICINAL PRODUCT - A FACT
WHICH IS NOT EVEN MENTIONED IN THE QUESTION SUBMITTED - DOES NOT AFFECT THIS
CONCLUSION.

13 THE ANSWER TO THE FIRST QUESTION SHOULD THEREFORE BE THAT ARTICLE 36 OF
THE TREATY MUST BE INTERPRETED AS MEANING THAT THE PROPRIETOR OF A
TRADE-MARK RIGHT MAY NOT RELY ON THAT RIGHT IN ORDER TO PREVENT AN
IMPORTER FROM MARKETING A PHARMACEUTICAL PRODUCT MANUFACTURED IN
ANOTHER MEMBER STATE BY THE SUBSIDIARY OF THE PROPRIETOR AND BEARING THE
LATTER ' S TRADE MARK WITH HIS CONSENT , WHERE THE IMPORTER , IN RE-PACKAGING
THE PRODUCT , CONFINED HIMSELF TO REPLACING THE EXTERNAL WRAPPING WITHOUT
TOUCHING THE INTERNAL PACKAGING AND MADE THE TRADE MARK AFFIXED BY THE
MANUFACTURER TO THE INTERNAL PACKAGING VISIBLE THROUGH THE NEW EXTERNAL
WRAPPING , AT THE SAME TIME CLEARLY INDICATING ON THE EXTERNAL WRAPPING
THAT THE PRODUCT IS MANUFACTURED BY THE SUBSIDIARY OF THE PROPRIETOR AND
RE-PACKAGED BY THE IMPORTER.

SECOND QUESTION

14 AS A RESULT OF THE ANSWER GIVEN TO THE FIRST QUESTION AN ANSWER TO THE
SECOND QUESTION IS NO LONGER NECESSARY TO ENABLE THE NATIONAL COURT TO
DECIDE THE CASE BEFORE IT.

15 THE COSTS INCURRED BY THE GOVERNMENT OF THE FEDERAL REPUBLIC OF GERMANY
AND BY THE COMMISSION OF THE EUROPEAN COMMUNITIES , WHICH HAVE SUBMITTED
OBSERVATIONS TO THE COURT , ARE NOT RECOVERABLE. AS THESE PROCEEDINGS ARE ,
IN SO FAR AS THE PARTIES TO THE MAIN PROCEEDINGS ARE CONCERNED , IN THE
NATURE OF A STEP IN THE ACTION PENDING BEFORE THE NATIONAL COURT , THE
DECISION ON COSTS IS A MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT (FIRST CHAMBER )

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE LANDGERICHT HAMBURG BY
ORDER OF 5 NOVEMBER 1980 HEREBY RULES :

ARTICLE 36 OF THE TREATY MUST BE INTERPRETED AS MEANING THAT THE PROPRIETOR
OF A TRADE-MARK RIGHT MAY NOT RELY ON THAT RIGHT IN ORDER TO PREVENT AN
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IMPORTER FROM MARKETING A PHARMACEUTICAL PRODUCT MANUFACTURED IN
ANOTHER MEMBER STATE BY THE SUBSIDIARY OF THE PROPRIETOR AND BEARING THE
LATTER ' S TRADE MARK WITH HIS CONSENT , WHERE THE IMPORTER , IN RE-PACKAGING
THE PRODUCT , CONFINED HIMSELF TO REPLACING THE EXTERNAL WRAPPING WITHOUT
TOUCHING THE INTERNAL PACKAGING AND MADE THE TRADE MARK AFFIXED BY THE
MANUFACTURER TO THE INTERNAL PACKAGING VISIBLE THROUGH THE NEW EXTERNAL
WRAPPING AT THE SAME TIME CLEARLY INDICATING ON THE EXTERNAL WRAPPING THAT
THE PRODUCT WAS MANUFACTURED BY THE SUBSIDIARY OF THE PROPRIETOR AND
RE-PACKAGED BY THE IMPORTER.
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Judgment of the Court (Second Chamber)
of 22 January 1981

Dansk Supermarked A/S v A/S Imerco.
Reference for a preliminary ruling: Højesteret - Denmark.

Free movement of goods - Copyright, trade marks, unfair competition.
Case 58/80.

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
PROTECTION - LIMITS - EXHAUSTION OF RIGHTS - GOODS COVERED BY A COPYRIGHT OR
A TRADE MARK - LAWFUL MARKETING IN A MEMBER STATE - PROHIBITION OF
IMPORTATION INTO ANOTHER MEMBER STATE - NOT PERMISSIBLE

(EEC TREATY , ARTS 30 AND 36 )

2 . FREE MOVEMENT OF GOODS - QUANTITATIVE RESTRICTIONS - MEASURES HAVING
EQUIVALENT EFFECT - LEGISLATION ON UNFAIR COMPETITION - APPLICATION TO
IMPORTED GOODS - FACT OF IMPORTATION INCAPABLE OF AMOUNTING TO AN ACT OF
UNFAIR COMPETITION

(EEC TREATY , ART. 30 )

3 . FREE MOVEMENT OF GOODS - PROVISIONS OF TREATY - MANDATORY NATURE -
DEROGATIONS AGREED BETWEEN INDIVIDUALS - NOT PERMISSIBLE

1 . IT IS CLEAR FROM ARTICLE 36 OF THE EEC TREATY , IN PARTICULAR THE SECOND
SENTENCE , AS WELL AS FROM THE CONTEXT , THAT WHILST THE TREATY DOES NOT
AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER
STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY , YET THE EXERCISE OF
THOSE RIGHTS MAY NONE THE LESS , DEPENDING ON THE CIRCUMSTANCES , BE
RESTRICTED BY THE PROHIBITIONS OF THE TREATY. INASMUCH AS IT PROVIDES AN
EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES OF THE COMMON MARKET ,
ARTICLE 36 IN FACT ADMITS EXCEPTIONS ARE JUSTIFIED FOR THE PURPOSE OF
SAFEGUARDING RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT-MATTER OF THAT
PROPERTY. THE EXCLUSIVE RIGHT GUARANTEED BY THE LEGISLATION ON INDUSTRIAL
AND COMMERCIAL PROPERTY IS EXHAUSTED WHEN A PRODUCT HAS BEEN LAWFULLY
DISTRIBUTED ON THE MARKET IN ANOTHER MEMBER STATE BY THE ACTUAL
PROPRIETOR OF THE RIGHT OR WITH HIS CONSENT.

HENCE JUDICIAL AUTHORITIES OF A MEMBER STATE MAY NOT PROHIBIT , ON THE BASIS
OF A COPYRIGHT OR OF A TRADE MARK , THE MARKETING ON THE TERRITORY OF THAT
STATE OF A PRODUCT TO WHICH ONE OF THOSE RIGHTS APPLIES IF THAT PRODUCT HAS
BEEN LAWFULLY MARKETED ON THE TERRITORY OF ANOTHER MEMBER STATE BY THE
PROPRIETOR OF SUCH RIGHTS OR WITH HIS CONSENT .

2 . COMMUNITY LAW DOES NOT IN PRINCIPLE HAVE THE EFFECT OF PREVENTING THE
APPLICATION IN A MEMBER STATE TO GOODS IMPORTED FROM OTHER MEMBER STATES
OF THE PROVISIONS ON MARKETING IN FORCE IN THE STATE OF IMPORTATION. IT
FOLLOWS THAT THE MARKETING OF IMPORTED GOODS MAY BE PROHIBITED IF THE
CONDITIONS ON WHICH THEY ARE SOLD CONSTITUTES AN INFRINGEMENT OF THE
MARKETING USAGES CONSIDERED PROPER AND FAIR IN THE MEMBER STATE OF
IMPORTATION.

HOWEVER , THE ACTUAL FACT OF THE IMPORTATION OF GOODS WHICH HAVE BEEN
LAWFULLY MARKETED IN ANOTHER MEMBER STATE CANNOT BE CONSIDERED AS AN
IMPROPER OR UNFAIR ACT SINCE THAT DESCRIPTION MAY BE ATTACHED ONLY TO OFFER
OR EXPOSURE FOR SALE ON THE BASIS OF CIRCUMSTANCES DISTINCT FROM THE
IMPORTATION ITSELF.
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3 . IT IS IMPOSSIBLE IN ANY CIRCUMSTANCES FOR AGREEMENTS BETWEEN INDIVIDUALS
TO DEROGATE FROM THE MANDATORY PROVISIONS OF THE TREATY ON THE FREE
MOVEMENT OF GOODS.

IN CASE 58/80

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE
HOEJESTERET (SUPREME COURT OF DENMARK ), FOR A PRELIMINARY RULING IN THE
ACTION PENDING BEFORE THAT COURT BETWEEN

DANSK SUPERMARKED A/S , HAVING ITS REGISTERED OFFICE IN AARHUS ,

AND

A/S IMERCO , HAVING ITS REGISTERED OFFICE IN GLOSTRUP , COPENHAGEN ,

ON THE INTERPRETATION OF ARTICLES 30 AND 85 OF THE EEC TREATY AND OF
REGULATION NO 67/67/EEC OF THE COMMISSION OF 22 MARCH 1967 ON THE APPLICATION
OF ARTICLE 85 (3 ) OF THE TREATY TO CERTAIN CATEGORIES OF EXCLUSIVE DEALING
AGREEMENTS IN RELATION TO DANISH LEGISLATION ON COPYRIGHT , TRADE MARKS
AND UNFAIR COMPETITION ,

1 BY AN ORDER OF 14 FEBRUARY 1980 , WHICH WAS RECEIVED AT THE COURT ON 18
FEBRUARY 1980 THE HOEJESTERET (SUPREME COURT ) OF DENMARK REFERRED TO THE
COURT FOR A PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY A
QUESTION THE SUBSTANCE OF WHICH CONCERNS THE INTERPRETATION OF ARTICLES 30
AND 36 OF THE EEC TREATY IN ORDER TO DETERMINE THE APPLICABILITY OF CERTAIN
PROVISIONS OF NATIONAL LAW ON COPYRIGHT , TRADE MARKS AND MARKETING TO
GOODS IMPORTED FROM ANOTHER MEMBER STATE

2 THE FILE SHOWS THAT A/S IMERCO , THE RESPONDENT IN THE MAIN ACTION , A GROUP
OF DANISH HARDWARE MERCHANTS COMMISSIONED IN THE UNITED KINGDOM ON THE
OCCASION OF THE FIFTIETH ANNIVERSARY OF ITS FOUNDATION IN 1978 A CHINA SERVICE

DECORATED WITH PICTURES OF DANISH ROYAL CASTLES AND BEARING ON THE
REVERSE SIDE THE WORDS ' ' IMERCO FIFTIETH ANNIVERSARY ' '. THE SALE OF THAT
SERVICE WAS RESERVED EXCLUSIVELY TO HARDWARE MERCHANTS WHO WERE
MEMBERS OF IMERCO. IT WAS AGREED BETWEEN IMERCO AND THE BRITISH
MANUFACTURER THAT THE SUBSTANDARD PIECES WHICH , OWING TO THE QUALITY
STANDARDS APPLIED , AMOUNTED TO APPROXIMATELY 20% OF THE PRODUCTION ,
MIGHT BE MARKETED BY THE MANUFACTURER IN THE UNITED KINGDOM BUT MIGHT
NOT IN ANY CIRCUMSTANCES BE EXPORTED TO DENMARK OR TO OTHER SCANDINAVIAN
COUNTRIES.

3 DANSK SUPERMARKED A/S , THE APPELLANT IN THE MAIN ACTION , THE PROPRIETOR
OF SEVERAL SUPERMARKETS , WAS ABLE TO OBTAIN THROUGH DEALERS A NUMBER OF
SERVICES MARKETED IN THE UNITED KINGDOM AND OFFERED THEM FOR SALE IN
DENMARK AT PRICES APPRECIABLY LOWER THAN THOSE OF THE SERVICES SOLD BY
IMERCO ' S MEMBERS. THE FILE DOES NOT ESTABLISH WHETHER THE SERVICES IN
QUESTION WERE SOLD AS SUBSTANDARD IN THE UNITED KINGDOM ; IN ANY CASE THE
CUSTOMERS OF DANSK SUPERMARKED DO NOT APPEAR TO HAVE BEEN NOTIFIED OF
THAT FACT.

4 DANSK SUPERMARKED REFUSED TO WITHDRAW THE SERVICES FROM SALE DESPITE THE
PROTESTS OF IMERCO AND THE LATTER THEN INSTITUTED PROCEEDINGS BEFORE THE
BYRET (COURT OF FIRST INSTANCE ) AARHUS AND OBTAINED A PROVISIONAL
INJUNCTION DATED 22 JUNE 1978 PROHIBITING DANSK SUPERMARKED FROM SELLING
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THE SERVICES IN QUESTION.

5 BY A JUDGMENT OF 19 MARCH 1979 THE SOE- OG HANDELSRET I KOEBENHAVN ,
(MARITIME AND COMMERCIAL COURT , COPENHAGEN ) UPHELD THAT INJUNCTION ,
CONSIDERING THAT DANSK SUPERMARKED ' S ACTIONS WERE IN BREACH OF APPROVED
COMMERCIAL USAGE AND INFRINGED ARTICLES 1 AND 5 OF LAW NO 297 OF 14 JUNE 1974
ON MARKETING (LOV OM MARKEDSFOERING ). THE COURT DID NOT CONSIDER IT
NECESSARY TO DECIDE WHETHER THERE HAD BEEN ANY INFRINGEMENT OF THE
NATIONAL PROVISIONS ON COPYRIGHT AND TRADE MARKS AS WAS FURTHER
CONTENDED BY IMERCO. WITH REGARD TO THE PROVISIONS OF COMMUNITY LAW ,
NAMELY ARTICLES 30 AND 85 OF THE EEC TREATY AND REGULATION (EEC ) NO 67/67 OF
THE COMMISSION OF 22 MARCH 1967 (OFFICIAL JOURNAL , ENGLISH SPECIAL EDITION 1967
, P. 10 ), UPON WHICH DANSK SUPERMARKED RELIED IN ITS DEFENCE , THE COURT DID
NOT TAKE THEM INTO CONSIDERATION SINCE IT TOOK THE VIEW THAT THE INJUNCTION
AGAINST DANSK SUPERMARKED WAS NOT OF SUCH A NATURE AS TO CONSTITUTE AN
OBSTACLE TO THE FREE MOVEMENT OF GOODS BETWEEN MEMBER STATES OF THE
COMMUNITY.

6 DANSK SUPERMARKED APPEALED AGAINST THAT JUDGMENT TO THE HOEJESTERET
CLAIMING THAT THE SAID PROVISIONS OF COMMUNITY LAW PRECLUDED THE
APPLICATION OF THE DANISH LAW ON MARKETING UNDER WHICH THE SOE- OG
HANDELSRET HAD PROHIBITED THE MARKETING OF THE SERVICES IN QUESTION . IN
ORDER TO SETTLE THIS POINT THE HOEJESTERET SUBMITTED THE FOLLOWING QUESTION
TO THE COURT OF JUSTICE :

' ' DO THE PROVISIONS OF THE EEC TREATY OR MEASURES IN IMPLEMENTATION THEREOF
PRECLUDE THE APPLICATION TO THE CASE OF THE DANISH LAWS ON COPYRIGHT ,
TRADE MARKS AND MARKETING?

' '

7 THE FILE SHOWS THAT THE HOEJESTERET WISHES TO ESTABLISH BY MEANS OF THAT
QUESTION WHETHER AND ON WHAT CONDITIONS THE PROVISIONS OF THE EEC TREATY
MAY PRECLUDE THE APPLICATION OF PROVISIONS OF NATIONAL LAW CONCERNING ON
THE ONE HAND COPYRIGHT AND TRADE-MARKS AND ON THE OTHER THOSE ON
MARKETING WHICH ARE CONTAINED IN THE ABOVE-MENTIONED LAW NO 297 OF 14 JUNE
1974.

8 THE PROVISIONS OF THE TREATY TO WHICH THAT QUESTION RELATES ARE ARTICLE 30
ON THE ELIMINATION OF QUANTITATIVE RESTRICTIONS ON IMPORTS AND MEASURES
HAVING EQUIVALENT EFFECT AND ARTICLE 36 IN SO FAR AS IT CONCERNS RIGHTS TO
THE PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY . ON THE OTHER HAND
THE FILE SHOWS THAT THE PROVISIONS OF COMMUNITY LAW RELATING TO
COMPETITION , NAMELY ARTICLE 85 OF THE EEC TREATY AND REGULATION NO 67/67
UPON WHICH DANSK SUPERMARKED RELIES , ARE IRRELEVANT TO THE MAIN ACTION ; IT
IS ACCORDINGLY UNNECESSARY TO TAKE THEM INTO CONSIDERATION IN REPLYING TO
THE QUESTION SUBMITTED.

9 THAT QUESTION MUST BE UNDERSTOOD AS ASKING WHETHER GOODS WHICH HAVE
BEEN LAWFULLY MARKETED IN ONE MEMBER STATE WITH THE CONSENT OF THE
UNDERTAKING WHICH IS ENTITLED TO SELL THEM MAY BE PROHIBITED , UNDER AN
AGREEMENT CONCLUDED BETWEEN THAT UNDERTAKING AND THE MANUFACTURER ,
FROM BEING MARKETED IN ANOTHER MEMBER STATE EITHER ON THE BASIS OF
NATIONAL PROVISIONS ON THE PROTECTION OF COPYRIGHT OR TRADE MARKS OR UNDER
LEGISLATION ON MARKETING.
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THE LEGISLATION ON THE PROTECTION OF COPYRIGHT AND TRADE MARKS

10 THE NATIONAL PROVISIONS ON THE PROTECTION OF COPYRIGHT AND TRADE MARKS
HAVE BEEN RELIED UPON BY IMERCO ON THE BASIS ON THE ONE HAND OF THE
CREATIVE WORK ENTAILED BY THE DESIGN AND PRODUCTION OF THE SERVICE AND ON
THE OTHER OF THE AFFIXING OF ITS NAME TO THAT SERVICE.

11 IN THIS MATTER IT IS SUFFICIENT TO REFER TO THE SETTLED CASE-LAW OF THE
COURT AS IT HAS BEEN SET OUT IN PARTICULAR IN THE JUDGMENT OF 22 JUNE 1976
(TERRAPIN (OVERSEAS ) LTD , CASE 119/75 (1976 ) ECR 1039 ). IT MAY BE RECALLED THAT
THE EFFECT OF THE PROVISIONS OF THE TREATY ON THE FREE MOVEMENT OF GOODS
AND IN PARTICULAR OF ARTICLE 39 , IS TO PROHIBIT BETWEEN MEMBER STATES
QUANTITATIVE RESTRICTIONS ON IMPORTS AND ALL MEASURES HAVING EQUIVALENT
EFFECT. HOWEVER , ACCORDING TO ARTICLE 36 THAT PROVISION DOES NOT PRECLUDE
PROHIBITIONS OR RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE
PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY. NEVERTHELESS IT IS CLEAR
FROM THAT ARTICLE , IN PARTICULAR THE SECOND SENTENCE , AS WELL AS FROM THE
CONTEXT , THAT WHILST THE TREATY DOES NOT AFFECT THE EXISTENCE OF RIGHTS
RECOGNIZED BY THE LEGISLATION OF A MEMBER STATE IN MATTERS OF INDUSTRIAL
AND COMMERCIAL PROPERTY , YET THE EXERCISE OF THOSE RIGHTS MAY NONE THE
LESS , DEPENDING ON THE CIRCUMSTANCES , BE RESTRICTED BY THE PROHIBITIONS OF
THE TREATY. INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF THE FUNDAMENTAL
PRINCIPLES OF THE COMMON MARKET , ARTICLE 36 IN FACT ADMITS EXCEPTIONS TO THE
FREE MOVEMENT OF GOODS ONLY TO THE EXTENT TO WHICH SUCH EXCEPTIONS ARE
JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS WHICH CONSTITUTE THE
SPECIFIC SUBJECT-MATTER OF THAT PROPERTY. THE EXCLUSIVE RIGHT GUARANTEED BY
THE LEGISLATION ON INDUSTRIAL AND COMMERCIAL PROPERTY IS EXHAUSTED WHEN A
PRODUCT HAS BEEN LAWFULLY DISTRIBUTED ON THE MARKET IN ANOTHER MEMBER
STATE BY THE ACTUAL PROPRIETOR OF THE RIGHT OR WITH HIS CONSENT.

12 THE FIRST PART OF THE REPLY TO THE QUESTION SUBMITTED MUST THEREFORE BE
THAT ARTICLES 30 AND 36 OF THE EEC TREATY MUST BE INTERPRETED TO MEAN THAT
THE JUDICIAL AUTHORITIES OF A MEMBER STATE MAY NOT PROHIBIT , ON THE BASIS OF
A COPYRIGHT OR OF A TRADE MARK , THE MARKETING ON THE TERRITORY OF THAT
STATE OF A PRODUCT TO WHICH ONE OF THOSE RIGHTS APPLIES IF THAT PRODUCT HAS
BEEN LAWFULLY MARKETED ON THE TERRITORY OF ANOTHER MEMBER STATE BY THE
PROPRIETOR OF SUCH RIGHTS OR WITH HIS CONSENT.

THE APPLICATION OF THE RULES ON MARKETING

13 THE DANISH LAW OF 14 JUNE 1974 UPON WHICH IMERCO RELIES , REQUIRES
UNDERTAKINGS IN THEIR DEALINGS TO COMPLY WITH THE REQUIREMENTS OF APPROVED
MARKETING USAGE. IT AUTHORIZES THE COMPETENT COURTS TO ISSUE INJUNCTIONS
PROHIBITING ALL ACTS IN BREACH OF THE PROVISIONS OF THE LAW AND PRESCRIBES
PENALTIES FOR BREACH OF SUCH INJUNCTIONS . AS THE DANISH GOVERNMENT HAS
EXPLAINED , THAT LAW IS COMPARABLE IN CERTAIN RESPECTS TO THE LEGISLATION IN
FORCE IN OTHER MEMBER STATES AGAINST UNFAIR COMPETITION , BUT IT HAS IN
ADDITION OTHER OBJECTIVES IN THAT SPHERE , IN PARTICULAR THE PROTECTION OF
CONSUMERS .

14 THE QUESTION SUBMITTED BY THE HOEJESTERET IS INTENDED TO ESTABLISH
WHETHER IT IS POSSIBLE TO CONSIDER AS CONTRARY TO APPROVED MARKETING USAGE
THE SALE IN DENMARK OF GOODS MARKETED IN ANOTHER MEMBER STATE WITH
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THE AGREEMENT OF A DANISH UNDERTAKING BUT SUBJECT TO THE CONDITION THAT
THE GOODS MUST NOT BE EXPORTED TO DENMARK SO AS TO COMPETE THERE WITH
GOODS MARKETED EXCLUSIVELY BY THE UNDERTAKING CONCERNED .

15 IN ORDER TO REPLY TO THAT QUESTION IT MUST FIRST OF ALL BE REMARKED THAT
COMMUNITY LAW DOES NOT IN PRINCIPLE HAVE THE EFFECT OF PREVENTING THE
APPLICATION IN A MEMBER STATE TO GOODS IMPORTED FROM OTHER MEMBER STATES
OF THE PROVISIONS ON MARKETING IN FORCE IN THE STATE OF IMPORTATION. IT
FOLLOWS THAT THE MARKETING OF IMPORTED GOODS MAY BE PROHIBITED IF THE
CONDITIONS ON WHICH THEY ARE SOLD CONSTITUTES AN INFRINGEMENT OF THE
MARKETING USAGES CONSIDERED PROPER AND FAIR IN THE MEMBER STATE OF
IMPORTATION.

16 IT MUST NEVERTHELESS BE EMPHASIZED , AS THE COURT OF JUSTICE HAS STRESSED
IN ANOTHER CONTEXT IN ITS JUDGMENT OF 25 NOVEMBER 1971 (BEGUELIN , CASE 22/71 ,
(1971 ) ECR 949 ), THAT THE ACTUAL FACT OF THE IMPORTATION OF GOODS WHICH HAVE
BEEN LAWFULLY MARKETED IN ANOTHER MEMBER STATE CANNOT BE CONSIDERED AS
AN IMPROPER OR UNFAIR ACT SINCE THAT DESCRIPTION MAY BE ATTACHED ONLY TO
OFFER OR EXPOSURE FOR SALE ON THE BASIS OF CIRCUMSTANCES DISTINCT FROM THE
IMPORTATION ITSELF.

17 IT MUST FURTHERMORE BE REMARKED THAT IT IS IMPOSSIBLE IN ANY
CIRCUMSTANCES FOR AGREEMENTS BETWEEN INDIVIDUALS TO DEROGATE FROM THE
MANDATORY PROVISIONS OF THE TREATY ON THE FREE MOVEMENT OF GOODS. IT
FOLLOWS THAT AN AGREEMENT INVOLVING A PROHIBITION ON THE IMPORTATION INTO
A MEMBER STATE OF GOODS LAWFULLY MARKETED IN ANOTHER MEMBER STATE MAY
NOT BE RELIED UPON OR TAKEN INTO CONSIDERATION IN ORDER TO CLASSIFY THE
MARKETING OF SUCH GOODS AS AN IMPROPER OR UNFAIR COMMERCIAL PRACTICE.

18 THE SECOND PART OF THE REPLY TO THE QUESTION SUBMITTED MUST THUS BE THAT
ARTICLE 30 OF THE TREATY MUST BE INTERPRETED AS MEANING :

THAT THE IMPORTATION INTO A MEMBER STATE OF GOODS LAWFULLY MARKETED IN
ANOTHER MEMBER STATE CANNOT AS SUCH BE CLASSIFIED AS AN IMPROPER OR UNFAIR
COMMERCIAL PRACTICE , WITHOUT PREJUDICE HOWEVER TO THE POSSIBLE APPLICATION
OF LEGISLATION OF THE STATE OF IMPORTATION AGAINST SUCH PRACTICES ON THE
GROUND OF THE CIRCUMSTANCE OR METHODS OF OFFERING SUCH GOODS FOR SALE AS
DISTINCT FROM THE ACTUAL FACT OF IMPORTATION ; AND

THAT AN AGREEMENT BETWEEN INDIVIDUALS INTENDED TO PROHIBIT THE IMPORTATION
OF SUCH GOODS MAY NOT BE RELIED UPON OR TAKEN INTO CONSIDERATION IN ORDER
TO CLASSIFY THE MARKETING OF SUCH GOODS AS AN IMPROPER OR UNFAIR
COMMERCIAL PRACTICE.

19 THE COSTS INCURRED BY THE GOVERNMENT OF THE KINGDOM OF DENMARK AND BY
THE COMMISSION OF THE EUROPEAN COMMUNITIES , WHICH HAVE SUBMITTED
OBSERVATIONS TO THE COURT , ARE NOT RECOVERABLE. AS THESE PROCEEDINGS ARE ,
IN SO FAR AS THE PARTIES TO THE MAIN ACTION ARE CONCERNED , IN THE NATURE OF
A STEP IN THE ACTION PENDING BEFORE THE NATIONAL COURT COSTS ARE A MATTER
FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT (SECOND CHAMBER ),

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE HOEJESTERET BY ORDER OF
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THAT COURT DATED 14 FEBRUARY 1980 ,

HEREBY RULES :

1 . ARTICLES 30 AND 36 OF THE EEC TREATY MUST BE INTERPRETED TO MEAN THAT THE
JUDICIAL AUTHORITIES OF A MEMBER STATE MAY NOT PROHIBIT , ON THE BASIS OF A
COPYRIGHT OR OF A TRADE MARK , THE MARKETING ON THE TERRITORY OF THAT
STATE OF A PRODUCT TO WHICH ONE OF THOSE RIGHTS APPLIES IF THAT PRODUCT HAS
BEEN LAWFULLY MARKETED ON THE TERRITORY OF ANOTHER MEMBER STATE BY THE
PROPRIETOR OF SUCH RIGHTS OR WITH HIS CONSENT .

2.ARTICLE 30 OF THE EEC TREATY MUST BE INTERPRETED AS MEANING :
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Judgment of the Court
of 10 October 1978

Centrafarm BV v American Home Products Corporation.
Reference for a preliminary ruling: Arrondissementsrechtbank Rotterdam - Netherlands.

Serenid - Seresta.
Case 3/78.

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
PROTECTION - SCOPE

(EEC TREATY , ART. 36 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY -
TRADEMARK - DIFFERENT MARKS FOR THE SAME PRODUCT IN TWO DIFFERENT MEMBER
STATES - SINGLE PROPRIETOR - PLACING THE PRODUCT ON THE MARKET IN A MEMBER
STATE - IMPORTATION INTO ANOTHER MEMBER STATE - AFFIXING BY A THIRD PARTY OF
THE MARK REGISTERED IN THE LATTER STATE - PREVENTION BY THE PROPRIETOR -
ADMISSIBILITY - CONDITIONS

(EEC TREATY , ART. 36 )

1 . IT IS CLEAR FROM ARTICLE 36 OF THE EEC TREATY , IN PARTICULAR ITS SECOND
SENTENCE , AS WELL AS FROM THE CONTEXT , THAT WHILST THE TREATY DOES NOT
AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LAWS OF A MEMBER STATE IN
MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY , THE EXERCISE OF THOSE
RIGHTS MAY NEVERTHELESS , DEPENDING ON THE CIRCUMSTANCES , BE RESTRICTED BY
THE PROHIBITIONS CONTAINED IN THE TREATY .

INASMUCH AS IT CONTAINS AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES
OF THE COMMON MARKET , ARTICLE 36 IN FACT ADMITS OF EXCEPTIONS TO THE RULES
ON THE FREE MOVEMENT OF GOODS ONLY TO THE EXTENT TO WHICH SUCH EXCEPTIONS
ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING THE RIGHTS WHICH CONSTITUTE
THE SPECIFIC SUBJECT- MATTER OF THAT PROPERTY.

2 . THE PROPRIETOR OF A TRADE-MARK WHICH IS PROTECTED IN ONE MEMBER STATE IS
JUSTIFIED PURSUANT TO THE FIRST SENTENCE OF ARTICLE 36 IN PREVENTING A PRODUCT
FROM BEING MARKETED BY A THIRD PARTY EVEN IF PREVIOUSLY THAT PRODUCT HAS
BEEN LAWFULLY MARKETED IN ANOTHER MEMBER STATE UNDER ANOTHER MARK HELD
IN THE LATTER STATE BY THE SAME PROPRIETOR .

NEVERTHELESS SUCH PREVENTION MAY CONSTITUTE A DISGUISED RESTRICTION ON
TRADE BETWEEN MEMBER STATES WITHIN THE MEANING OF THE SECOND SENTENCE OF
ARTICLE 36 OF THE TREATY IF IT IS ESTABLISHED THAT THE PROPRIETOR OF DIFFERENT
MARKS HAS FOLLOWED THE PRACTICE OF USING SUCH MARKS FOR THE PURPOSE OF
ARTIFICIALLY PARTITIONING THE MARKETS.

IN CASE 3/78

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE
ARRONDISSEMENTSRECHTBANK (DISTRICT COURT ), ROTTERDAM , FOR A PRELIMINARY
RULING IN THE ACTION PENDING BEFORE THAT COURT BETWEEN

CENTRAFARM B.V., ROTTERDAM ,

AND

AMERICAN HOME PRODUCTS CORPORATION , NEW YORK ,
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ON THE INTERPRETATION OF ARTICLE 36 OF THE SAID TREATY ,

1BY AN ORDER OF 19 DECEMBER 1977 WHICH WAS RECEIVED AT THE COURT REGISTRY
ON 3 JANUARY 1978 THE ARRONDISSEMENTSRECHTBANK , ROTTERDAM , REFERRED TO
THE COURT OF JUSTICE PURSUANT TO ARTICLE 177 OF THE EEC TREATY TWO QUESTIONS
ON THE INTERPRETATION OF ARTICLE 36 OF THAT TREATY .

2THOSE QUESTIONS WERE RAISED IN THE CONTEXT OF A DISPUTE BETWEEN TWO
UNDERTAKINGS DEALING IN MEDICINAL PRODUCTS ONE OF WHICH , AMERICAN HOME
PRODUCTS CORPORATION (HEREINAFTER REFERRED TO AS ' ' AHPC ' ' ) IS THE
PROPRIETOR IN VARIOUS MEMBER STATES OF VARIOUS MARKS FOR THE SAME PRODUCT
WHILST THE OTHER UNDERTAKING , CENTRAFARM B.V., IMPORTED THAT PRODUCT ,
WHICH HAD BEEN PLACED ON THE MARKET UNDER THE MARK REGISTERED IN THE
STATE OF ORIGIN , REMOVED THAT MARK AND AFFIXED TO THE PRODUCT THE MARK
REGISTERED FOR THE SAME PRODUCT IN THE IMPORTING STATE AND PLACED THE
PRODUCT THUS DESIGNATED ON THE MARKET IN THE LATTER STATE WITHOUT THE
CONSENT OF THE PROPRIETOR.

3IT IS CLEAR FROM THE QUESTIONS SUBMITTED BY THE ARRONDISSEMENTSRECHTBANK
THAT THE LEGISLATION RELATING TO TRADE-MARKS IN THE IMPORTING STATE GIVES
THE PERSON ENTITLED TO THE TRADE-MARK THE RIGHT TO CONTEST THE PUTTING INTO
CIRCULATION IN THAT STATE BY OTHERS OF GOODS BEARING THE MARK HELD BY HIM.

4BY AN ORDER OF 2 AUGUST 1977 THE PRESIDENT OF THE
ARRONDISSEMENTSRECHTBANK , IN A RULING ON AN APPLICATION BY AHPC FOR THE
ADOPTION OF AN INTERIM MEASURE , IN FACT PROHIBITED CENTRAFARM FROM
INFRINGING AHPC ' S RIGHTS IN THE MARK IN QUESTION.

5ACCORDING TO THEIR WORDING THE QUESTIONS SUBMITTED CONCERN ONE AND THE
SAME PRODUCT , DESPITE CERTAIN SLIGHT DIFFERENCES WHICH MAY EXIST BETWEEN
THE PRODUCT AS MARKETED UNDER ONE OR OTHER MARK , SO THAT THE COURT OF
JUSTICE IS NOT REQUIRED TO GIVE A RULING ON THE BASIS THAT THE TWO MARKS
WERE USED FOR TWO PRODUCTS EACH OF WHICH HAS ITS OWN CHARACTERISTICS.

THE FIRST QUESTION

6THE PURPOSE OF THE FIRST QUESTION IS TO ESTABLISH WHETHER , IN THE GIVEN
CIRCUMSTANCES , THE RULES OF THE TREATY , IN PARTICULAR ARTICLE 36 , PREVENT
THE PROPRIETOR OF A TRADE-MARK FROM EXERCISING THE RIGHT CONFERRED UPON
HIM UNDER THE NATIONAL LAW.

7AS A RESULT OF THE PROVISIONS OF THE TREATY RELATING TO THE FREE MOVEMENT
OF GOODS , AND IN PARTICULAR ARTICLE 30 , QUANTITATIVE RESTRICTIONS ON IMPORTS
AND ALL MEASURES HAVING EQUIVALENT EFFECT ARE PROHIBITED BETWEEN MEMBER
STATES.

8UNDER ARTICLE 36 THOSE PROVISIONS NEVERTHELESS DO NOT PRECLUDE PROHIBITIONS
OR RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY.

9HOWEVER , IT IS CLEAR FROM THAT SAME ARTICLE , IN PARTICULAR ITS SECOND
SENTENCE , AS WELL AS FROM THE CONTEXT , THAT WHILST THE TREATY DOES NOT
AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LAWS OF A MEMBER STATE IN
MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY , THE EXERCISE OF THOSE
RIGHTS MAY NEVERTHELESS , DEPENDING ON THE CIRCUMSTANCES , BE RESTRICTED
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BY THE PROHIBITIONS CONTAINED IN THE TREATY .

10INASMUCH AS IT CREATES AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES
OF THE COMMON MARKET , ARTICLE 36 IN FACT ADMITS OF EXCEPTIONS TO THE RULES
ON THE FREE MOVEMENT OF GOODS ONLY TO THE EXTENT TO WHICH SUCH EXCEPTIONS
ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING THE RIGHTS WHICH CONSTITUTE
THE SPECIFIC SUBJECT-MATTER OF THAT PROPERTY.

11IN RELATION TO TRADE-MARKS , THE SPECIFIC SUBJECT-MATTER IS IN PARTICULAR
THE GUARANTEE TO THE PROPRIETOR OF THE TRADE-MARK THAT HE HAS THE
EXCLUSIVE RIGHT TO USE THAT TRADE-MARK FOR THE PURPOSE OF PUTTING A PRODUCT
INTO CIRCULATION FOR THE FIRST TIME AND THEREFORE HIS PROTECTION AGAINST
COMPETITORS WISHING TO TAKE ADVANTAGE OF THE STATUS AND REPUTATION OF THE
MARK BY SELLING PRODUCTS ILLEGALLY BEARING THAT TRADE-MARK.

12IN ORDER TO ESTABLISH IN EXCEPTIONAL CIRCUMSTANCES THE PRECISE SCOPE OF
THAT EXCLUSIVE RIGHT GRANTED TO THE PROPRIETOR OF THE MARK REGARD MUST BE
HAD TO THE ESSENTIAL FUNCTION OF THE TRADE-MARK , WHICH IS TO GUARANTEE THE
IDENTITY OF THE ORIGIN OF THE TRADE-MARKED PRODUCT TO THE CONSUMER OR
ULTIMATE USER.

13THIS GUARANTEE OF ORIGIN MEANS THAT ONLY THE PROPRIETOR MAY CONFER AN
IDENTITY UPON THE PRODUCT BY AFFIXING THE MARK.

14THE GUARANTEE OF ORIGIN WOULD IN FACT BE JEOPARDIZED IF IT WERE PERMISSIBLE
FOR A THIRD PARTY TO AFFIX THE MARK TO THE PRODUCT , EVEN TO AN ORIGINAL
PRODUCT.

15IT IS THUS IN ACCORDANCE WITH THE ESSENTIAL FUNCTION OF THE MARK THAT
NATIONAL LEGISLATION , EVEN WHERE THE MANUFACTURER OR DISTRIBUTOR IS THE
PROPRIETOR OF TWO DIFFERENT MARKS FOR THE SAME PRODUCT , PREVENTS AN
UNAUTHORIZED THIRD PARTY FROM USURPING THE RIGHT TO AFFIX ONE OR OTHER
MARK TO ANY PART WHATSOEVER OF THE PRODUCTION OR TO CHANGE THE MARKS
AFFIXED BY THE PROPRIETOR TO DIFFERENT PARTS OF THE PRODUCTION .

16THE GUARANTEE OF THE ORIGIN OF THE PRODUCT REQUIRES THAT THE EXCLUSIVE
RIGHT OF THE PROPRIETOR SHOULD BE PROTECTED IN THE SAME MANNER WHERE THE
DIFFERENT PARTS OF THE PRODUCTION , BEARING DIFFERENT MARKS , COME FROM TWO
DIFFERENT MEMBER STATES.

17THE RIGHT GRANTED TO THE PROPRIETOR TO PROHIBIT ANY UNAUTHORIZED AFFIXING
OF HIS MARK TO HIS PRODUCT ACCORDINGLY COMES WITHIN THE SPECIFIC
SUBJECT-MATTER OF THE TRADE-MARK.

18THE PROPRIETOR OF A TRADE-MARK WHICH IS PROTECTED IN ONE MEMBER STATE IS
ACCORDINGLY JUSTIFIED PURSUANT TO THE FIRST SENTENCE OF ARTICLE 36 IN
PREVENTING A PRODUCT FROM BEING MARKETED BY A THIRD PARTY IN THAT MEMBER
STATE UNDER THE MARK IN QUESTION EVEN IF PREVIOUSLY THAT PRODUCT HAS BEEN
LAWFULLY MARKETED IN ANOTHER MEMBER STATE UNDER ANOTHER MARK HELD IN
THE LATTER STATE BY THE SAME PROPRIETOR .

19NEVERTHELESS IT IS STILL NECESSARY TO CONSIDER WHETHER THE EXERCISE OF
THAT RIGHT MAY CONSTITUTE A ' ' DISGUISED RESTRICTION ON TRADE BETWEEN
MEMBER STATES ' ' WITHIN THE MEANING OF THE SECOND SENTENCE OF ARTICLE 36.
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20IN THIS CONNEXION IT SHOULD BE OBSERVED THAT IT MAY BE LAWFUL FOR THE
MANUFACTURER OF A PRODUCT TO USE IN DIFFERENT MEMBER STATES DIFFERENT
MARKS FOR THE SAME PRODUCT.

21NEVERTHELESS IT IS POSSIBLE FOR SUCH A PRACTICE TO BE FOLLOWED BY THE
PROPRIETOR OF THE MARKS AS PART OF A SYSTEM OF MARKETING INTENDED TO
PARTITION THE MARKETS ARTIFICIALLY.

22IN SUCH A CASE THE PROHIBITION BY THE PROPRIETOR OF THE UNAUTHORIZED
AFFIXING OF THE MARK BY A THIRD PARTY CONSTITUTES A DISGUISED RESTRICTION ON
INTRA- COMMUNITY TRADE FOR THE PURPOSES OF THE ABOVE-MENTIONED PROVISION.

23IT IS FOR THE NATIONAL COURT TO SETTLE IN EACH PARTICULAR CASE WHETHER THE
PROPRIETOR HAS FOLLOWED THE PRACTICE OF USING DIFFERENT MARKS FOR THE SAME
PRODUCT FOR THE PURPOSE OF PARTITIONING THE MARKETS

THE SECOND QUESTION

24THE SECOND QUESTION IS WHETHER IT IS RELEVANT TO THE ANSWER TO BE GIVEN TO
THE FIRST QUESTION , THAT IN THE IMPORTING MEMBER STATE THERE ARE PROVISIONS
ON MEDICINAL PRODUCTS UNDER WHICH IT IS PERMISSIBLE TO IMPORT A MEDICINAL
PRODUCT FROM ANOTHER MEMBER STATE UNDER A MARK OTHER THAN THAT UNDER
WHICH IT IS REGISTERED IN THE LATTER STATE.

25SUCH PROVISIONS , IN PURSUING OBJECTIVES RELATING TO THE PROTECTION OF
PUBLIC HEALTH , ARE CONCERNED WITH THE NAMES UNDER WHICH PROPRIETARY
MEDICINAL PRODUCTS MAY BE PLACED ON THE MARKET.

26IT MUST THEREFORE BE PRESUMED THAT SUCH PROVISIONS DO NOT HAVE THE EFFECT
OF AMENDING THE LAW ON TRADE-MARKS.

27IT FOLLOWS THAT THE IMPORTER OF A MEDICINAL PRODUCT CANNOT FIND IN THE
FACILITY AFFORDED HIM BY SUCH PROVISIONS ANY JUSTIFICATION FOR AVOIDING THE
RESTRICTIONS ENTAILED BY THE REQUIREMENT THAT HE OBSERVE THE TRADE-MARK
RIGHTS BELONGING TO THE MANUFACTURER OF THE PRODUCT.

28THE REPLY TO THE SECOND QUESTION MUST ACCORDINGLY BE THAT THE EXISTENCE
OF PROVISIONS ON THE NAMES UNDER WHICH PROPRIETARY MEDICINAL PRODUCTS MAY
BE MARKETED IS IRRELEVANT TO THE REPLY TO BE GIVEN TO THE FIRST QUESTION.

COSTS

29THE COSTS INCURRED BY THE GOVERNMENT OF THE FEDERAL REPUBLIC OF GERMANY
, THE GOVERNMENT OF THE UNITED KINGDOM AND BY THE COMMISSION , WHICH HAVE
SUBMITTED OBSERVATIONS TO THE COURT , ARE NOT RECOVERABLE.

30AS THESE PROCEEDINGS ARE , IN SO FAR AS THE PARTIES TO THE MAIN ACTION ARE
CONCERNED , IN THE NATURE OF A STEP IN THE ACTION PENDING BEFORE THE
NATIONAL COURT , THE DECISION ON COSTS IS A MATTER FOR THAT COURT .

ON THOSE GROUNDS ,

THE COURT

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE ARRONDISSEMENTSRECHTBANK ,
ROTTERDAM , BY AN ORDER OF THAT COURT OF 19 DECEMBER 1977 , HEREBY RULES :
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1 . (A ) THE PROPRIETOR OF A TRADE-MARK WHICH IS PROTECTED IN ONE MEMBER
STATE IS JUSTIFIED PURSUANT TO THE FIRST SENTENCE OF ARTICLE 36 IN PREVENTING A
PRODUCT FROM BEING MARKETED BY A THIRD PARTY EVEN IF PREVIOUSLY THAT
PRODUCT HAS BEEN LAWFULLY MARKETED IN ANOTHER MEMBER STATE UNDER
ANOTHER MARK HELD IN THE LATTER STATE BY THE SAME PROPRIETOR .

(B ) NEVERTHELESS SUCH PREVENTION MAY CONSTITUTE A DISGUISED RESTRICTION ON
TRADE BETWEEN MEMBER STATES WITHIN THE MEANING OF THE SECOND SENTENCE
OF ARTICLE 36 OF THE TREATY IF IT IS ESTABLISHED THAT THE PROPRIETOR OF
DIFFERENT MARKS HAS FOLLOWED THE PRACTICE OF USING SUCH MARKS FOR THE
PURPOSE OF ARTIFICIALLY PARTITIONING THE MARKETS.

2.THE PROVISIONS ON THE NAMES UNDER WHICH PROPRIETARY MEDICINAL PRODUCTS
MAY BE MARKETED ARE IRRELEVANT TO THE ABOVE REPLY.
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Judgment of the Court
of 31 October 1974

Centrafarm BV et Adriaan de Peijper v Winthrop BV.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Trade mark rights.
Case 16-74.

++++

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
PROTECTION - EXTENT

(EEC TREATY, ARTICLE 36 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - TRADE
MARK - PRODUCT PROTECTED IN A MEMBER STATE - LICENCE TO SELL GRANTED BY THE
OWNER IN ANOTHER MEMBER STATE - PROHIBITION ON SALE WITHIN THE COMMON
MARKET - INADMISSIBILITY

(EEC TREATY, ARTICLE 36 )

3 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - TRADE
MARK RELATING TO A PHARMACEUTICAL PRODUCT - DISTRIBUTION - HEALTH CONTROL
BY THE OWNER - MISUSE OF COMMUNITY RULES - PROHIBITION

(EEC TREATY, ARTICLE 36 )

4 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - TRADE
MARK - PRODUCTS MARKETED WITHIN THE UNITED KINGDOM - IMPORTATION INTO THE
NETHERLANDS BY THE OWNER BEFORE 1 JANUARY 1975 - ARTICLE 42 OF THE ACT OF
ACCESSION - FIELD OF APPLICATION

5 . COMPETITION - AGREEMENTS BETWEEN PARENT COMPANY AND SUBSIDIARIES -
ADMISSIBILITY - CRITERIA

(EEC TREATY, ARTICLE 85 )

1 . WHILST THE TREATY DOES NOT AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY
THE LEGISLATION OF A MEMBER STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL
PROPERTY, YET THE EXERCISE OF THESE RIGHTS MAY NEVERTHELESS, DEPENDING ON
THE CIRCUMSTANCES, BE AFFECTED BY THE PROHIBITIONS IN THE TREATY, SINCE
ARTICLE 36 ADMITS OF DEROGATIONS FROM THE FREE MOVEMENT OF GOODS ONLY
WHERE SUCH DEROGATIONS ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING THE
RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT MATTER OF THIS PROPERTY.

2 . THE EXERCISE, BY THE OWNER OF A TRADE MARK, OF THE RIGHT WHICH HE ENJOYS
UNDER THE LEGISLATION OF MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF
A PRODUCT WHICH HAS BEEN MARKETED UNDER THE TRADE MARK IN ANOTHER
MEMBER STATE BY THE TRADE MARK OWNER OR WITH HIS CONSENT IS INCOMPATIBLE
WITH THE RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF GOODS
WITHIN THE COMMON MARKET.

IN THIS CONNEXION, IT IS A MATTER OF NO SIGNIFICANCE THAT THERE EXIST, AS
BETWEEN THE EXPORTING AND IMPORTING MEMBER STATES, PRICE DIFFERENCES
RESULTING FROM GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING STATE WITH
A VIEW TO CONTROLLING THE PRICE OF THE PRODUCT.

3 . THE OWNER OF THE TRADE MARK RELATING TO A PHARMACEUTICAL PRODUCT
CANNOT
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AVOID THE INCIDENCE OF COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF
GOODS FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF THE PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST DEFECTS THEREIN .

4 . ARTICLE 42 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION AND THE
ADJUSTMENTS TO THE TREATIES CANNOT BE INVOKED TO PREVENT IMPORTATION INTO
THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS PUT ONTO THE MARKET IN
THE UNITED KINGDOM BY THE TRADE MARK OWNER OR WITH HIS CONSENT.

5 . ARTICLE 85 OF THE TREATY IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED
PRACTICES BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING
THE STATUS OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN
ECONOMIC UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE
ITS COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.

IN CASE 16/74

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE HOGE RAAD
OF THE NETHERLANDS FOR A PRELIMINARY RULING IN THE ACTION PENDING BEFORE
THAT COURT BETWEEN

CENTRAFARM BV, WITH REGISTERED OFFICE IN ROTTERDAM, WITH ADRIAAN DE PEIJPER,
RESIDENT AT NIEUWERKERK AAN DE IJSSEL,

AND

WINTHROP BV, WITH REGISTERED OFFICE IN HAARLEM,

ON THE INTERPRETATION OF THE RULES OF THE EEC TREATY ON THE FREE MOVEMENT
OF GOODS, IN CONJUNCTION WITH ARTICLE 42 OF THE ACT ANNEXED TO THE TREATY
CONCERNING THE ACCESSION OF THE NEW MEMBER STATES TO THE EUROPEAN
ECONOMIC COMMUNITY, AND ON THE INTERPRETATION OF ARTICLE 85 OF THE EEC
TREATY, IN RELATION TO TRADE MARK RIGHTS,

1 BY INTERIM DECISION OF 1 MARCH 1974, REGISTERED AT THE COURT ON 4 MARCH, THE
HOGE RAAD DER NEDERLANDEN (DUTCH SUPREME COURT ) REFERRED CERTAIN
QUESTIONS, BY VIRTUE OF ARTICLE 177 OF THE EEC TREATY, ON TRADE MARK RIGHTS IN
RELATION TO THE PROVISIONS OF THE TREATY AND OF THE ACT CONCERNING THE
ACCESSION OF THE THREE NEW MEMBER STATES.

2 IN THE DECISION MAKING THE REFERENCE THE HOGE RAAD SET OUT AS FOLLOWS THE
ELEMENTS OF FACT AND OF NATIONAL LAW IN ISSUE IN RELATION TO THE QUESTIONS
REFERRED :

- SEVERAL UNDERTAKINGS FORMING PART OF THE SAME CONCERN ARE ENTITLED TO
USE THE SAME TRADE MARK FOR A CERTAIN PRODUCT IN VARIOUS STATES BELONGING
TO THE EEC,

- PRODUCTS BEARING THAT TRADE MARK, AFTER BEING LAWFULLY MARKETED IN ONE
OF THE MEMBER STATES BY THE TRADE MARK OWNER, ARE SUBSEQUENTLY ACQUIRED
AND EXPORTED BY THIRD PARTIES TO ONE OF THE OTHER STATES, WHERE THEY ARE
MARKETED AND FURTHER DEALT IN,
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- THE TRADE MARK LEGISLATION IN THE LAST-MENTIONED STATE GIVES THE TRADE
MARK OWNER THE RIGHT TO TAKE LEGAL ACTION TO PREVENT GOODS FROM BEING
MARKETED THERE UNDER THE RELEVANT TRADE MARK BY OTHER PERSONS, EVEN IF
SUCH GOODS HAD PREVIOUSLY BEEN MARKETED LAWFULLY IN ANOTHER COUNTRY BY
AN UNDERTAKING THERE ENTITLED TO USE THAT TRADE MARK AND FORMING PART OF
THE SAME CONCERN.

AS REGARDS QUESTION I (A )

3 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER, UNDER THE CONDITIONS
POSTULATED, THE RULES IN THE EEC TREATY CONCERNING THE FREE MOVEMENT OF
GOODS PREVENT THE TRADE MARK OWNER FROM ENSURING THAT A PRODUCT
PROTECTED BY THE TRADE MARK IS NOT MARKETED BY OTHERS.

4 AS A RESULT OF THE PROVISIONS IN THE TREATY RELATING TO THE FREE MOVEMENT
OF GOODS, AND IN PARTICULAR ARTICLE 30, QUANTITATIVE RESTRICTIONS ON IMPORTS
AND ALL MEASURES HAVING EQUIVALENT EFFECT ARE PROHIBITED BETWEEN MEMBER
STATES.

5 BY ARTICLE 36 THESE PROVISIONS SHALL NEVERTHELESS NOT INCLUDE PROHIBITIONS
OR RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF
INDUSTRIAL OR COMMERCIAL PROPERTY.

6 NEVERTHELESS, IT IS CLEAR FROM THIS SAME ARTICLE, IN PARTICULAR ITS SECOND
SENTENCE, AS WELL AS FROM THE CONTEXT, THAT WHILST THE TREATY DOES NOT
AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER
STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY, YET THE EXERCISE OF
THESE RIGHTS MAY NEVERTHELESS, DEPENDING ON THE CIRCUMSTANCES, BE AFFECTED
BY THE PROHIBITIONS IN THE TREATY.

7 INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES
OF THE COMMON MARKET, ARTICLE 36 IN FACT ONLY ADMITS OF DEROGATIONS FROM
THE FREE MOVEMENT OF GOODS WHERE SUCH DEROGATIONS ARE JUSTIFIED FOR THE
PURPOSE OF SAFEGUARDING RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT-MATTER
OF THIS PROPERTY.

8 IN RELATION TO TRADE MARKS, THE SPECIFIC SUBJECT-MATTER OF THE INDUSTRIAL
PROPERTY IS THE GUARANTEE THAT THE OWNER OF THE TRADE MARK HAS THE
EXCLUSIVE RIGHT TO USE THAT TRADE MARK, FOR THE PURPOSE OF PUTTING PRODUCTS
PROTECTED BY THE TRADE MARK INTO CIRCULATION FOR THE FIRST TIME, AND IS
THEREFORE INTENDED TO PROTECT HIM AGAINST COMPETITORS WISHING TO TAKE
ADVANTAGE OF THE STATUS AND REPUTATION OF THE TRADE MARK BY SELLING
PRODUCTS ILLEGALLY BEARING THAT TRADE MARK.

9 AN OBSTACLE TO THE FREE MOVEMENT OF GOODS MAY ARISE OUT OF THE EXISTENCE,
WITHIN A NATIONAL LEGISLATION CONCERNING INDUSTRIAL AND COMMERCIAL
PROPERTY, OF PROVISIONS LAYING DOWN THAT A TRADE MARK OWNER'S RIGHT IS NOT
EXHAUSTED WHEN THE PRODUCT PROTECTED BY THE TRADE MARK IS MARKETED IN
ANOTHER MEMBER STATE, WITH THE RESULT THAT THE TRADE MARK OWNER CAN
PREVENT IMPORTATION OF THE PRODUCT INTO HIS OWN MEMBER STATE WHEN IT HAS
BEEN MARKETED IN ANOTHER MEMBER STATE.

10 SUCH AN OBSTACLE IS NOT JUSTIFIED WHEN THE PRODUCT HAS BEEN PUT ONTO THE
MARKET IN A LEGAL MANNER IN THE MEMBER STATE FROM WHICH IT HAS BEEN
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IMPORTED, BY THE TRADE MARK OWNER HIMSELF OR WITH HIS CONSENT, SO THAT
THERE CAN BE NO QUESTION OF ABUSE OR INFRINGEMENT OF THE TRADE MARK.

11 IN FACT, IF A TRADE MARK OWNER COULD PREVENT THE IMPORT OF PROTECTED
PRODUCTS MARKETED BY HIM OR WITH HIS CONSENT IN ANOTHER MEMBER STATE, HE
WOULD BE ABLE TO PARTITION OFF NATIONAL MARKETS AND THEREBY RESTRICT TRADE
BETWEEN MEMBER STATES, IN A SITUATION WHERE NO SUCH RESTRICTION WAS
NECESSARY TO GUARANTEE THE ESSENCE OF THE EXCLUSIVE RIGHT FLOWING FROM THE
TRADE MARK.

12 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED TO THE EFFECT THAT
THE EXERCISE, BY THE OWNER OF A TRADE MARK, OF THE RIGHT WHICH HE ENJOYS
UNDER THE LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE,
OF A PRODUCT WHICH HAS BEEN MARKETED UNDER THE TRADE MARK IN ANOTHER
MEMBER STATE BY THE TRADE MARK OWNER OR WITH HIS CONSENT IS INCOMPATIBLE
WITH THE RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF GOODS
WITHIN THE COMMON MARKET.

AS REGARDS QUESTION I (B )

13 THIS QUESTION WAS REFERRED TO COVER THE POSSIBILITY THAT COMMUNITY RULES
DO NOT UNDER ALL CIRCUMSTANCES PREVENT THE TRADE MARK OWNER FROM
EXERCISING THE RIGHT, UNDER HIS NATIONAL LAW, TO PROHIBIT IMPORTS OF THE
PROTECTED PRODUCT.

14 IT FOLLOWS FROM THE ANSWER GIVEN TO QUESTION I (A ) THAT QUESTION I (B ) HAS
BECOME DEVOID OF OBJECT.

AS REGARDS QUESTION I (C )

15 THIS QUESTION REQUIRES THE COURT TO STATE, IN SUBSTANCE WHETHER THE TRADE
MARK OWNER CAN, NOTWITHSTANDING THE ANSWER GIVEN TO THE FIRST QUESTION,
PREVENT IMPORTATION OF PRODUCTS MARKETED UNDER THE TRADE MARK, GIVEN THE
EXISTENCE OF PRICE DIFFERENCES RESULTING FROM GOVERNMENTAL MEASURES
ADOPTED IN THE EXPORTING COUNTRY WITH A VIEW TO CONTROLLING PRICES OF THOSE
PRODUCTS.

16 IT IS PART OF THE COMMUNITY AUTHORITIES' TASK TO ELIMINATE FACTORS LIKELY
TO DISTORT COMPETITION BETWEEN MEMBER STATES, IN PARTICULAR BY THE
HARMONIZATION OF NATIONAL MEASURES FOR THE CONTROL OF PRICES AND BY THE
PROHIBITION OF AIDS WHICH ARE INCOMPATIBLE WITH THE COMMON MARKET, IN
ADDITION TO THE EXERCISE OF THEIR POWERS IN THE FIELD OF COMPETITION.

17 THE EXISTENCE OF FACTORS SUCH AS THESE IN A MEMBER STATE, HOWEVER,
CANNOT JUSTIFY THE MAINTENANCE OR INTRODUCTION BY ANOTHER MEMBER STATE OF
MEASURES WHICH ARE INCOMPATIBLE WITH THE RULES CONCERNING THE FREE
MOVEMENT OF GOODS, IN PARTICULAR IN THE FIELD OF INDUSTRIAL AND COMMERCIAL
PROPERTY.

18 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED IN THE NEGATIVE .

AS REGARDS QUESTION I (D )

19 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER THE TRADE MARK OWNER
IS AUTHORIZED TO EXERCISE THE RIGHTS CONFERRED ON HIM BY THE TRADE MARK,
NOTWITHSTANDING COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF GOODS,
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FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF A PHARMACEUTICAL
PRODUCT WITH A VIEW TO PROTECTING THE PUBLIC AGAINST THE RISKS ARISING FROM
DEFECTS THEREIN.

20 THE PROTECTION OF THE PUBLIC AGAINST RISKS ARISING FROM DEFECTIVE
PHARMACEUTICAL PRODUCTS IS A MATTER OF LEGITIMATE CONCERN, AND ARTICLE 36
OF THE TREATY AUTHORIZES THE MEMBER STATES TO DEROGATE FROM THE RULES
CONCERNING THE FREE MOVEMENT OF GOODS ON GROUNDS OF THE PROTECTION OF
HEALTH AND LIFE OF HUMANS AND ANIMALS.

21 HOWEVER, THE MEASURES NECESSARY TO ACHIEVE THIS MUST BE SUCH AS MAY
PROPERLY BE ADOPTED IN THE FIELD OF HEALTH CONTROL, AND MUST NOT CONSTITUTE
A MISUSE OF THE RULES CONCERNING INDUSTRIAL AND COMMERCIAL PROPERTY .

22 MOREOVER, THE SPECIFIC CONSIDERATIONS UNDERLYING THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY ARE DISTINCT FROM THE CONSIDERATIONS
UNDERLYING THE PROTECTION OF THE PUBLIC AND ANY RESPONSIBILITIES WHICH THAT
MAY IMPLY.

23 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED IN THE NEGATIVE .

AS REGARDS QUESTION I (E )

24 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER ARTICLE 42 OF THE ACT
CONCERNING THE CONDITIONS OF ACCESSION OF THE THREE NEW MEMBER STATES
IMPLIES THAT THE RULES OF THE TREATY CONCERNING THE FREE MOVEMENT OF GOODS
CANNOT BE INVOKED IN THE NETHERLANDS UNTIL 1 JANUARY 1975, INSOFAR AS THE
GOODS IN QUESTION ORIGINATE IN THE UNITED KINGDOM

25 PARAGRAPH 1 OF ARTICLE 42 OF THE ACT OF ACCESSION PROVIDES THAT
QUANTITATIVE RESTRICTIONS ON IMPORTS AND EXPORTS SHALL, FROM THE DATE OF
ACCESSION, BE ABOLISHED BETWEEN THE COMMUNITY AS ORIGINALLY CONSTITUTED
AND THE NEW MEMBER STATES.

26 UNDER PARAGRAPH 2 OF THE SAME ARTICLE, WHICH IS MORE DIRECTLY RELEVANT
TO THE QUESTION, 'MEASURES HAVING EQUIVALENT EFFECT TO SUCH RESTRICTIONS
SHALL BE ABOLISHED BY 1 JANUARY 1975 AT THE LATEST '.

27 IN THE CONTEXT, THIS PROVISION CAN REFER ONLY TO THOSE MEASURES HAVING AN
EFFECT EQUIVALENT TO QUANTITATIVE RESTRICTIONS WHICH, AS BETWEEN THE
ORIGINAL MEMBER STATES, HAD TO BE ABOLISHED AT THE END OF THE TRANSITIONAL
PERIOD, PURSUANT TO ARTICLES 30 AND 32 TO 35 OF THE EEC TREATY .

28 IT THEREFORE APPEARS THAT ARTICLE 42 OF THE ACT OF ACCESSION HAS NO EFFECT
UPON PROHIBITIONS ON IMPORTATION ARISING FROM NATIONAL LEGISLATION
CONCERNING INDUSTRIAL AND COMMERCIAL PROPERTY.

29 THE CASE UNDER CONSIDERATION IS THEREFORE SUBJECT TO THE PRINCIPLE
ENSHRINED IN THE TREATY AND IN THE ACT OF ACCESSION, ACCORDING TO WHICH THE
PROVISIONS OF THE TREATIES ESTABLISHING THE EUROPEAN COMMUNITIES CONCERNING
THE FREE MOVEMENT OF GOODS AND, IN PARTICULAR, ARTICLE 30, ARE APPLICABLE,
FROM THE DATE OF ACCESSION, TO THE NEW MEMBER STATES, SAVE WHERE THE
CONTRARY IS EXPRESSLY STATED.

30 IT FOLLOWS THAT ARTICLE 42 OF THE ACT OF ACCESSION CANNOT BE INVOKED
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TO PREVENT IMPORTATION INTO THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF
GOODS PUT ONTO THE MARKET IN THE UNITED KINGDOM UNDER THE CONDITIONS SET
OUT ABOVE BY THE TRADE MARK OWNER OR WITH HIS CONSENT .

AS REGARDS QUESTION II

31 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER THE FACT THAT AN
UNDERTAKING FORMING PART OF A CONCERN USES ITS TRADE MARK RIGHTS TO
PREVENT THE SALE BY A THIRD PARTY OF A PRODUCT WHICH HAS PREVIOUSLY BEEN
PUT INTO CIRCULATION IN ANOTHER COUNTRY BY AN UNDERTAKING ENTITLED TO USE
THE TRADE MARK IN THAT OTHER COUNTRY AND WHICH FORMS PART OF THE SAME
CONCERN CONSTITUTES A CONCERTED PRACTICE AS PROHIBITED BY ARTICLE 85 OF THE
TREATY.

32 ARTICLE 85 IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED PRACTICES
BETWEEN UNDERTAKINGS FORMING PART OF THE SAME CONCERN AND HAVING THE
STATUS OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN
ECONOMIC UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE
ITS COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.

33 THE COSTS INCURRED BY THE COMMISSION OF THE EUROPEAN COMMUNITIES, WHICH
HAS SUBMITTED OBSERVATIONS TO THE COURT, ARE NOT RECOVERABLE.

34 AS THESE PROCEEDINGS ARE, INSOFAR AS THE PARTIES TO THE MAIN ACTION ARE
CONCERNED, A STEP IN THE ACTION PENDING BEFORE THE HOGE RAAD DER
NEDERLANDEN, COSTS ARE A MATTER FOR THAT COURT.

ON THOSE GROUNDS,

THE COURT

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE HOGE RAAD DER NEDERLANDEN,
BY INTERIM DECISION OF 1 MARCH 1974, HEREBY RULES :

1 . THE EXERCISE, BY THE OWNER OF A TRADE MARK, OF THE RIGHT WHICH HE ENJOYS
UNDER THE LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE,
OF A PRODUCT WHICH HAS BEEN MARKETED UNDER THE TRADE MARK IN ANOTHER
MEMBER STATE BY THE TRADE MARK OWNER OR WITH HIS CONSENT IS INCOMPATIBLE
WITH THE RULES OF THE EEC TREATY CONCERNING THE FREE MOVEMENT OF GOODS
WITHIN THE COMMON MARKET.

2 . IN THIS CONNECTION, IT IS A MATTER OF NO SIGNIFICANCE THAT THERE EXIST, AS
BETWEEN THE EXPORTING AND IMPORTING MEMBER STATES, PRICE DIFFERENCES
RESULTING FROM GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING STATE WITH
A VIEW TO CONTROLLING THE PRICE OF THE PRODUCT.

3 . THE OWNER OF A TRADE MARK RELATING TO A PHARMACEUTICAL PRODUCT CANNOT
AVOID THE INCIDENCE OF COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF
GOODS FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF THE PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST DEFECTS THEREIN .

4 . ARTICLE 42 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION AND THE
ADJUSTMENTS TO THE TREATIES CANNOT BE INVOKED TO PREVENT IMPORTATION INTO
THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS PUT ONTO THE MARKET IN
THE UNITED KINGDOM BY THE TRADE MARK OWNER OR WITH HIS CONSENT.
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5 . ARTICLE 85 IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED PRACTICES
BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING THE STATUS
OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN ECONOMIC
UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE ITS
COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.
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Judgment of the Court
of 3 July 1974

Van Zuylen frères v Hag AG.
Preliminary ruling requested by the Tribunal d'arrondissement de Luxembourg - Grand Duchy of

Luxembourg.
Case 192-73.

++++

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
SPECIFIC SUBJECT MATTER OF THE PROPERTY - TRADE MARK RIGHT - PROTECTION -
INFRINGEMENT

(EEC TREATY, ARTICLE 36 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL PROPERTY - TRADE MARK RIGHT -
PRODUCT LEGALLY BEARING A TRADE MARK IN ONE MEMBER STATE - MARKETING IN
ANOTHER MEMBER STATE - PROHIBITION - INADMISSIBILITY

(EEC TREATY, ARTICLE 36 )

1 . ARTICLE 36 ONLY ADMITS DEROGATIONS FROM THE FREE MOVEMENT OF GOODS TO
THE EXTENT THAT SUCH DEROGATIONS ARE JUSTIFIED FOR THE PURPOSE OF
SAFEGUARDING RIGHTS THAT CONSTITUTE THE SPECIFIC SUBJECT MATTER OF
INDUSTRIAL AND COMMERCIAL PROPERTY.

THUS THE APPLICATION OF THE LEGISLATION RELATING TO THE PROTECTION OF TRADE
MARKS PROTECTS THE LEGITIMATE HOLDER OF THE TRADE MARK AGAINST
INFRINGEMENT ON THE PART OF PERSONS WHO LACK ANY LEGAL TITLE.

2 . THE EXERCISE OF A TRADE MARK RIGHT TENDS TO CONTRIBUTE TO THE
PARTITIONING OFF OF THE MARKETS AND THUS TO AFFECT THE FREE MOVEMENT OF
GOODS BETWEEN MEMBER STATES, ALL THE MORE SO SINCE - UNLIKE OTHER RIGHTS OF
INDUSTRIAL AND COMMERCIAL PROPERTY - IT IS NOT SUBJECT TO LIMITATIONS IN POINT
OF TIME.

ACCORDINGLY, ONE CANNOT ALLOW THE HOLDER OF A TRADE MARK TO RELY UPON
THE EXCLUSIVENESS OF A TRADE MARK RIGHT - WHICH MAY BE THE CONSEQUENCE OF
THE TERRITORIAL LIMITATION OF NATIONAL LEGISLATION - WITH A VIEW TO
PROHIBITING THE MARKETING IN A MEMBER STATE OF GOODS LEGALLY PRODUCED IN
ANOTHER MEMBER STATE UNDER AN IDENTICAL TRADE MARK HAVING THE SAME
ORIGIN.

THIS IS ALSO THE CASE WHERE A THIRD PARTY DULY ACQUIRED THE PRODUCT IN THE
FIRST STATE.

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE TRIBUNAL
D'ARRONDISSEMENT OF LUXEMBOURG FOR A PRELIMINARY RULING IN THE ACTION
PENDING BEFORE THAT COURT BETWEEN

VAN ZUYLEN FRERES

AND

HAG AG

ON THE INTERPRETATION OF ARTICLES 5, 30, 36 AND 85 OF THE EEC TREATY,
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1 BY JUDGMENT DATED 31 OCTOBER 1973, LODGED AT THE REGISTRY ON 28 DECEMBER
1973, THE TRIBUNAL D'ARRONDISSEMENT OF LUXEMBOURG HAS REFERRED TO THE
COURT, UNDER ARTICLE 177 OF THE EEC TREATY, TWO QUESTIONS FOR A PRELIMINARY
RULING, ON THE INTERPRETATION OF ARTICLES 5, 30, 36 AND 85 OF THE TREATY, IN
RELATION TO TRADE MARK LAW.

2 THE FIRST QUESTION ASKS WHETHER THE COMMUNITY RULES ON COMPETITION OR
THOSE RELATING TO THE FREE MOVEMENT OF GOODS PROHIBIT THE HOLDER OF A
TRADE MARK ENJOYING LEGAL PROTECTION IN A MEMBER STATE FROM OPPOSING THE
IMPORTATION OF PRODUCTS THAT LEGALLY BEAR 'THE SAME TRADE MARK' IN ANOTHER
MEMBER STATE, WHERE AT THE OUTSET THE TWO MARKS BELONGED TO THE SAME
HOLDER.

3 THE FILE SHOWS THAT THE ORIGINAL HOLDER, CARRYING ON BUSINESS IN GERMANY,
HAD ASSIGNED HIS TRADE MARK AS REGARDS BELGIUM TO A SUBSIDIARY ESTABLISHED
AND CONTROLLED BY HIM, BUT WHICH BECAME INDEPENDENT AS A RESULT OF AN ACT
BY A PUBLIC AUTHORITY.

4 AS IT IS EXPRESSED IN THE QUESTION, THERE EXISTS BETWEEN THE TWO PRESENT
HOLDERS 'NO LEGAL, FINANCIAL, TECHNICAL OR ECONOMIC LINK '.

5 ARTICLE 85 NOT BEING IN THESE CIRCUMSTANCES APPLICABLE, THE QUESTION MUST
BE EXAMINED BY REFERENCE ONLY TO THE RULES RELATING TO THE FREE MOVEMENT
OF GOODS.

6 AS A RESULT OF THE PROVISIONS IN THE TREATY RELATING TO THE FREE MOVEMENT
OF GOODS AND IN PARTICULAR OF ARTICLE 30, QUANTITATIVE RESTRICTIONS ON
IMPORTS AND ALL MEASURES HAVING EQUIVALENT EFFECT ARE PROHIBITED BETWEEN
MEMBER STATES.

7 BY ARTICLE 36 THESE PROVISIONS SHALL NEVERTHELESS NOT PRECLUDE PROHIBITIONS
OR RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF
INDUSTRIAL OR COMMERCIAL PROPERTY.

8 NEVERTHELESS, IT IS SHOWN BY THIS VERY ARTICLE, IN PARTICULAR ITS SECOND
SENTENCE, AS WELL AS BY THE CONTEXT, THAT WHILST THE TREATY DOES NOT AFFECT
THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER STATE IN
MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY, YET THE EXERCISE OF THESE
RIGHTS MAY NEVERTHELESS, DEPENDING ON THE CIRCUMSTANCES, BE AFFECTED BY THE
PROHIBITIONS IN THE TREATY.

9 INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES
OF THE COMMON MARKET, ARTICLE 36 IN FACT ONLY ADMITS DEROGATIONS FROM THE
FREE MOVEMENT OF GOODS TO THE EXTENT THAT SUCH DEROGATIONS ARE JUSTIFIED
FOR THE PURPOSE OF SAFEGUARDING RIGHTS THAT CONSTITUTE THE SPECIFIC SUBJECT
MATTER OF THIS PROPERTY.

10 THUS THE APPLICATION OF THE LEGISLATION RELATING TO THE PROTECTION OF
TRADE MARKS AT ANY RATE PROTECTS THE LEGITIMATE HOLDER OF THE TRADE MARK
AGAINST INFRINGEMENT ON THE PART OF PERSONS WHO LACK ANY LEGAL TITLE.

11 THE EXERCISE OF A TRADE MARK RIGHT TENDS TO CONTRIBUTE TO THE
PARTITIONING OFF OF THE MARKETS AND THUS TO AFFECT THE FREE MOVEMENT OF
GOODS BETWEEN MEMBER STATES, ALL THE MORE SO SINCE - UNLIKE OTHER RIGHTS OF
INDUSTRIAL AND COMMERCIAL PROPERTY - IT IS NOT SUBJECT TO LIMITATIONS IN POINT
OF
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TIME.

12 ACCORDINGLY, ONE CANNOT ALLOW THE HOLDER OF A TRADE MARK TO RELY UPON
THE EXCLUSIVENESS OF A TRADE MARK RIGHT - WHICH MAY BE THE CONSEQUENCE OF
THE TERRITORIAL LIMITATION OF NATIONAL LEGISLATIONS - WITH A VIEW TO
PROHIBITING THE MARKETING IN A MEMBER STATE OF GOODS LEGALLY PRODUCED IN
ANOTHER MEMBER STATE UNDER AN IDENTICAL TRADE MARK HAVING THE SAME
ORIGIN.

13 SUCH A PROHIBITION, WHICH WOULD LEGITIMIZE THE ISOLATION OF NATIONAL
MARKETS, WOULD COLLIDE WITH ONE OF THE ESSENTIAL OBJECTS OF THE TREATY,
WHICH IS TO UNITE NATIONAL MARKETS IN A SINGLE MARKET.

14 WHILST IN SUCH A MARKET THE INDICATION OF ORIGIN OF A PRODUCT COVERED BY
A TRADE MARK IS USEFUL, INFORMATION TO CONSUMERS ON THIS POINT MAY BE
ENSURED BY MEANS OTHER THAN SUCH AS WOULD AFFECT THE FREE MOVEMENT OF
GOODS.

15 ACCORDINGLY, TO PROHIBIT THE MARKETING IN A MEMBER STATE OF A PRODUCT
LEGALLY BEARING A TRADE MARK IN ANOTHER MEMBER STATE, FOR THE SOLE REASON
THAT AN IDENTICAL TRADE MARK HAVING THE SAME ORIGIN EXISTS IN THE FIRST
STATE, IS INCOMPATIBLE WITH THE PROVISIONS PROVIDING FOR FREE MOVEMENT OF
GOODS WITHIN THE COMMON MARKET.

16 THE SECOND QUESTION ASKS WHETHER THE SAME WOULD BE THE CASE IF THE
MARKETING OF THE PRODUCT COVERED BY THE TRADE MARK WERE EFFECTED NOT BY
THE HOLDER OF THE TRADE MARK IN THE OTHER MEMBER STATE BUT BY A THIRD
PARTY, WHO HAS DULY ACQUIRED THE PRODUCT IN THAT STATE.

17 IF THE HOLDER OF A TRADE MARK IN ONE MEMBER STATE MAY HIMSELF MARKET
THE PRODUCT COVERED BY THE TRADE MARK IN ANOTHER MEMBER STATE, THEN THIS
ALSO APPLIES TO A THIRD PARTY WHO HAS DULY ACQUIRED THIS PRODUCT IN THE
FIRST STATE.

18 THE COSTS INCURRED BY THE GOVERNMENT OF THE UNITED KINGDOM AND BY THE
COMMISSION OF THE EUROPEAN COMMUNITIES, WHICH HAVE SUBMITTED OBSERVATIONS
TO THE COURT, ARE NOT RECOVERABLE, AND AS THESE PROCEEDINGS ARE, IN SO FAR
AS THE PARTIES TO THE MAIN ACTION ARE CONCERNED, A STEP IN THE ACTION PENDING
BEFORE THE NATIONAL COURT, COSTS ARE A MATTER FOR THAT COURT.

ON THOSE GROUNDS,

THE COURT

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE TRIBUNAL D'ARRONDISSEMENT
OF LUXEMBOURG BY JUDGMENT OF THAT COURT DATED 31 OCTOBER 1973, HEREBY
RULES :

1 . TO PROHIBIT THE MARKETING IN ONE MEMBER STATE OF A PRODUCT LEGALLY
BEARING A TRADE MARK IN ANOTHER MEMBER STATE FOR THE SOLE REASON THAT AN
IDENTICAL TRADE MARK, HAVING THE SAME ORIGIN, EXISTS IN THE FIRST STATE, IS
INCOMPATIBLE WITH THE PROVISIONS FOR THE FREE MOVEMENT OF GOODS WITHIN THE
COMMON MARKET.

2 . IF THE HOLDER OF A TRADE MARK IN A MEMBER STATE MAY HIMSELF MARKET
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THE PRODUCT BEARING THAT TRADE MARK IN ANOTHER MEMBER STATE, THEN THE
SAME APPLIES TO A THIRD PARTY WHO HAS DULY ACQUIRED THIS PRODUCT IN THE
FIRST-NAMED STATE.
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Judgment of the Court (Third Chamber)
of 27 April 2006

Levi Strauss &amp; Co. v Casucci SpA. Reference for a preliminary ruling: Cour de cassation -
Belgium. Trade marks - Directive 89/104/EEC - Article 5(1)(b) - Relevant time for assessing

likelihood of confusion between a trade mark and a similar sign - Loss of distinctive character owing
to conduct of the proprietor of the trade mark after use of the sign has commenced. Case C-145/05.

In Case C-145/05,

REFERENCE for a preliminary ruling under Article 234 EC from the Cour de cassation (Belgium), made
by decision of 17 March 2005, received at the Court on 31 March 2005, in the proceedings

Levi Strauss &amp; Co.

v

Casucci SpA,

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, J. Malenovsku (Rapporteur), J.P. Puissochet, S. von
Bahr and U. Lohmus, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: K. Sztranc, Administrator,

having regard to the written procedure and further to the hearing on 17 November 2005,

after considering the observations submitted on behalf of:

- Levi Strauss &amp; Co., by T. van Innis, avocat,

- the Commission of the European Communities, by N.B. Rasmussen and D. Maidani, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on 17 January 2006,

gives the following

Judgment

On those grounds, the Court (Third Chamber) hereby rules:

1. Article 5(1) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks must be interpreted as meaning that, in order to determine the
scope of protection of a trade mark which has been lawfully acquired on the basis of its distinctive
character, the national court must take into account the perception of the public concerned at the time
when the sign, the use of which infringes that trade mark, began to be used.

2. Where the competent national court finds that the sign in question constituted an infringement of the
mark at the time when the sign began to be used, it is for that court to take such measures as prove to be
the most appropriate in the light of the circumstances of the case in order to safeguard the proprietor's
rights deriving from Article 5(1) of Directive 89/104; such measures may include, in particular, an order to
cease us of that sign.

3. It is not appropriate to order cessation of the use of the sign in question if it has been established that
the trade mark has lost its distinctive character, in consequence of acts or inactivity of the proprietor, so
that it has become a common name within the meaning of Article 12(2) of Directive 89/104, and the trade
mark has therefore been revoked.
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1. This reference for a preliminary ruling concerns the interpretation of First Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L
40, p. 1).

2. The reference has been made in proceedings between Levi Strauss &amp; Co. (Levi Strauss') and
Casucci SpA (Casucci') concerning sale by the latter of jeans bearing a sign which allegedly infringes a
mark owned by Levi Strauss.

Legal context

3. The 10th recital in the preamble to Directive 89/104 is worded as follows:

... the protection afforded by the registered trade mark, the function of which is in particular to guarantee
the trade mark as an indication of origin, is absolute in the case of identity between the mark and the sign
and goods or services;... the protection applies also in case of similarity between the mark and the sign
and the goods or services;... it is indispensable to give an interpretation of the concept of similarity in
relation to the likelihood of confusion;... the likelihood of confusion, the appreciation of which depends on
numerous elements and, in particular, on the recognition of the trade mark on the market, of the
association which can be made with the used or registered sign, of the degree of similarity between the
trade mark and the sign and between the goods or services identified, constitutes the specific condition for
such protection... the ways in which likelihood of confusion may be established, and in particular the onus
of proof, are a matter for national procedural rules which are not prejudiced by the Directive'.

4. Article 5 of that directive provides:

1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

...

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark;

...

3. The following, inter alia, may be prohibited under paragraphs 1 and 2:

(a) affixing the sign to the goods or to the packaging thereof;

(b) offering the goods, or putting them on the market or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing or exporting the goods under the sign;

(d) using the sign on business papers and in advertising.

...'

5. Article 12(2) of the directive provides:

2. A trade mark shall also be liable to revocation if, after the date on which it was registered,

(a) in consequence of acts or inactivity of the proprietor, it has become the common name in the trade for
a product or service in respect of which it is registered;

...'
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The main proceedings and the questions referred for a preliminary ruling

6. In 1980, Levi Strauss obtained registration in the Benelux countries of the graphic mark known as
mouette' (seagull), a design represented by a double row of overstitching curving downwards in the
middle, placed in the centre of a pentagonal pocket, reproduced below,

>image>59

>image>60

in respect of clothes falling within Class 25 within the meaning of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended.

7. Casucci put jeans onto the market in the Benelux countries bearing a sign comprising a double row of
overstitching, curving upwards in the centre of the back pockets, which has the following form:

>image>61

>image>62

8. Considering that Casucci infringed in so doing the rights conferred by the mouette' trade mark on it,
Levi Strauss brought an action against Casucci on 11 March 1998 before the Tribunal de commerce de
Bruxelles (Brussels Commercial Court) seeking cessation of all use of the mark in question on the clothes
marketed by Casucci and an order for damages against that company.

9. When the first instance court dismissed its application by ruling of 28 October 1999, Levi Strauss
brought an appeal before the Cour d'appel de Bruxelles (Brussels Court of Appeal). Before that court, it
argued that it followed from the case-law of the Court of Justice that, first, the likelihood of confusion had
to be assessed globally, taking account of the degree of similarity between the mark and the sign and
between the goods concerned, and, second, the more distinctive the earlier mark, the greater that risk
would be. It contended that in the present case, besides the fact that the mark and the sign in question
were visually similar and that the products concerned were identical, it was significant that the mouette'
mark was highly distinctive on the basis of its imaginative content and its widespread use over decades.

10. The Cour d'appel de Bruxelles, however, dismissed Levi Strauss's application, ruling that there was
little similarity between the sign in question and the mouette' mark, and in particular, that that mark could
no longer be considered to be a highly distinctive mark. The mark was partially made up of components
whose characteristics were now common to the products concerned owing to their constant and widespread
use, the effect of which was necessarily to weaken significantly that mark's distinctive character since the
components of that mark were not inherently distinctive.

11. Levi Strauss brought an appeal before the Cour de cassation (Court of Cassation), contending that
Casucci appeared to claim that the mouette' mark was still highly distinctive in 1997 and that in 1998 -
the year in which purchases of other jeans were made, the distribution of which had led to the dilution of
the mark - it had lost its distinctive character. In this context, Levi Strauss argued that the Cour d'appel de
Bruxelles should have followed the position taken by the Benelux Court of Justice in its judgment in
Quick' of 13 December 1994 (A 93/3), according to which, in order to determine whether a mark is highly
distinctive, the court should place itself at the time when the sign in question had come into use - that
time being, according to Levi Strauss, 1997 - and that it could be otherwise only if the mark concerned
had lost its distinctive character in full or in part after that time, and only where that loss was fully or
partly due to the action or inaction of the proprietor of that mark. In the present case, however, the Cour
d'appel had placed itself, in order to assess the likelihood of confusion, not at the time when the sign in
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question had begun to be used but at the date it delivered its ruling. Whilst the Cour d'appel de Bruxelles
considered that the effect of the widespread nature of the components of the mark in question was to
weaken substantially its distinctive character, it did not find that the substantial weakening of that
distinctive character, after the time the sign in question had come into use, was due in full or in part to
the action or inaction of Levi Strauss. The Cour d'appel was thus not entitled to hold that the mouette'
mark was no longer highly distinctive.

12. In those circumstances, the Cour de cassation decided to stay the proceedings and to refer the
following questions to the Court of Justice for a preliminary ruling:

(1) For the purposes of determining the scope of protection of a trade mark which has been lawfully
acquired on the basis of its distinctive character, in accordance with Article 5(1) of Directive 89/104,
must the court take into account the perception of the public concerned at the time when use was
commenced of the mark or similar sign which allegedly infringes the trade mark?

(2) If not, may the court take into account the perception of the public concerned at any time after the
commencement of the use complained of? Is the court entitled in particular to take into account the
perception of the public concerned at the time it delivers the ruling?

(3) Where, in application of the criterion referred to in the first question, the court finds that the trade mark
has been infringed, is it entitled, as a general rule, to order cessation of the infringing use of the sign?

(4) Can the position be different if the claimant's trade mark has lost its distinctive character wholly or in
part after commencement of the unlawful use, but solely where that loss is due wholly or in part to an
act or omission by the proprietor of that trade mark?'

The questions

The first and second questions

13. By these questions, which should be considered together, the national court essentially wishes to know
whether, in order to determine the scope of protection of a trade mark which has been lawfully acquired
on the basis of its distinctive character, in accordance with Article 5(1) of Directive 89/104, it must take
into account the perception of the public concerned either at the time when use was commenced of the
sign which infringes the trade mark concerned, at any other time thereafter or at the time the national
court delivers its ruling.

14. In conferring on the proprietor of a trade mark the right to prevent all third parties from using an
identical or similar sign, where there is a likelihood of confusion, and in setting out the uses of such a
sign which may be prohibited, Article 5 of Directive 89/104 seeks to protect that proprietor from uses of
signs likely to infringe that trade mark.

15. The Court has thus pointed out that, in order to ensure the essential function of a trade mark, which is
to guarantee the identity of the origin of the marked product or service to the consumer or end-user by
enabling him, without any possibility of confusion, to distinguish that product or service from others which
have another origin, the proprietor must be protected against competitors wishing to take unfair advantage
of the status and reputation of the trade mark by selling products illegally bearing that mark (see Case
C-349/95 Loendersloot [1997] ECR I6227, paragraph 22, and Case C206/01 Arsenal Football Club [2002]
ECR I-10273, paragraph 50). That must also be the case where, on the basis of a similarity between the
signs and the mark in question, there is a likelihood of confusion between them.

16. Member States must take measures which are sufficiently effective to achieve the aim of the directive
and they must ensure that the rights conferred by it can be effectively relied upon before the national
courts by the persons concerned (see Case 14/83 von Colson and Kamann [1984] ECR
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1891, paragraph 18, and Case 222/84 Johnston [1986] ECR 1651, paragraph 17).

17. The proprietor's right to protection of his mark from infringement is neither genuine nor effective if
account may not be taken of the perception of the public concerned at the time when the sign, the use of
which infringes the mark in question, began to be used.

18. If the likelihood of confusion were assessed at a time after the sign in question began to be used, the
user of that sign might take undue advantage of his own unlawful behaviour by alleging that the product
had become less renowned, a matter for which he himself was responsible or to which he himself
contributed.

19. Article 12(2)(a) of Directive 89/104 provides that a trade mark is liable to revocation if, after the date
on which it was registered, in consequence of acts or inactivity of the proprietor, it has become the
common name in the trade for a product or service in respect of which it is registered. Thus, by balancing
the interests of the proprietor against those of his competitors in the availability of signs, the legislator
considered, in adopting this provision, that the loss of that mark's distinctive character can be relied on
against the proprietor thereof only where that loss is due to his action or inaction. Therefore, as long as
this is not the case, and particularly when the loss of the distinctive character is linked to the activity of a
third party using a sign which infringes the mark, the proprietor must continue to enjoy protection.

20. In the light of all the foregoing, the answer to the first and second questions must be that Article 5(1)
of Directive 89/104 must be interpreted as meaning that, in order to determine the scope of protection of a
trade mark which has been lawfully acquired on the basis of its distinctive character, the national court
must take into account the perception of the public concerned at the time when the sign, the use of which
infringes that trade mark, began to be used.

The third question

21. By this question, the national court wishes to know whether, as a general rule, an order for the
cessation of the use of the sign in question should be made where it has been found that that sign
constituted an infringement of the protected mark at the time when it began to be used.

22. It follows from Article 5(1) of Directive 89/104, read in the light of the answer to the first and second
questions referred by the national court, that, where there was a likelihood of confusion between the
registered trade mark and a similar sign at the time when the sign in question began to be used, the
proprietor is to be entitled to prevent all third parties not having his consent from using that sign in the
course of trade.

23. Directive 89/104 provides in Article 5(3) for a non-exhaustive list of measures to guarantee the rights
of the proprietor but does not require that such measures take a particular form, and thus the competent
national authorities retain a degree of discretion in that regard.

24. However, the requirement of genuine and effective protection of the rights which the proprietor derives
from Directive 89/104, recalled in paragraph 16 of this judgment, means that the competent national court
must take such measures as prove to be the most appropriate in the light of the circumstances of the case
in order to safeguard the proprietor's rights and remedy infringements of his mark. In this connection, it
should be noted in particular that the order to cease use of the sign in question is indeed a measure which
genuinely and effectively safeguards those rights.

25. Accordingly, the answer to the third question must be that, where the competent national court finds
that the sign in question constituted an infringement of the mark at the time when the sign began to be
used, it is for that court to take such measures as prove to be the most appropriate in the light of the
circumstances of the case in order to safeguard the proprietor's rights deriving from Article 5(1) of
Directive 89/104; such measures may include, in particular, an order to cease
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use of that sign.

The fourth question

26. By its fourth question, the national court is essentially asking whether it is appropriate to order
cessation of the use of the sign in question if the trade mark has lost its distinctive character, wholly or in
part, after that sign has begun to be used and that loss is due, wholly or in part, to an act or omission of
the proprietor of that mark.

27. While Article 5 of Directive 89/104 confers certain rights on the proprietor of a trade mark, the
directive requires consequences to be drawn from the proprietor's conduct in determining the scope of
protection of those rights.

28. Thus, Article 9(1) of the directive provides that where, in a Member State, the proprietor of an earlier
trade mark has acquiesced, for a period of five successive years, in the use of a later trade mark registered
in that Member State while being aware of such use, he is in principle no longer entitled on the basis of
the earlier trade mark either to apply for a declaration that the later trade mark is invalid or to oppose the
use of the later trade mark in respect of the goods or services for which the later trade mark has been
used. By the same token, Article 10 provides that if, following completion of the registration procedure,
the proprietor has not put the trade mark to genuine use in the Member State concerned in connection
with the goods or services in respect of which it is registered, or if such use has been suspended during
an uninterrupted period of five years, that trade mark is to be subject to the sanctions provided for in the
directive, unless there are proper reasons for non-use. Finally, under Article 12(1) and (2) of Directive
89/104, a trade mark is to be liable to revocation if it has not been put to genuine use within a continuous
period of five years or if it has become, in consequence of its proprietor's conduct, the common name for
a product or service.

29. Those provisions indicate that the purpose of Directive 89/104 is generally to strike a balance between
the interest of the proprietor of a trade mark to safeguard its essential function, on the one hand, and the
interests of other economic operators in having signs capable of denoting their products and services (see,
in relation to the requirement of availability of colours in the case of registration as a trade mark of a
colour per se, Case C-104/01 Libertel [2003] ECR I3793).

30. It follows that the protection of rights that the proprietor of a trade mark derives under the directive in
question is not unconditional, since in order to maintain the balance between those interests that protection
is limited in particular to those cases in which the proprietor shows himself to be sufficiently vigilant by
opposing the use of signs by other operators likely to infringe his mark.

31. The requirement of vigil ant conduct is not confined to trade mark protection, in fact, and may apply
in other fields of Community law where an individual seeks to benefit from a right deriving from that
legal order.

32. It was recalled in paragraph 28 of this judgment that a trade mark is liable to revocation if it has
become, in consequence of acts or inactivity of the proprietor, the common name in the trade for a
product or service in respect of which it has been registered.

33. Accordingly, where a trade mark has lost its distinctive character in consequence of acts or inactivity
of the proprietor so that it has become a common name within the meaning of Article 12(2) of Directive
89/104, its proprietor can no longer assert the rights conferred on him under Article 5 of that directive.

34. Such inactivity may also take the form of a failure on the part of the proprietor of a mark to have
recourse to Article 5 in due time, for the purposes of applying to the competent authority
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to prevent third parties from using the sign in respect of which there is a likelihood of confusion with that
mark, since the purpose of such applications is precisely to preserve the distinctive character of the mark
in question.

35. Having regard to the considerations set out in paragraphs 29 and 30 of this judgment, it is for the
competent national court to establish revocation, if appropriate, linked in particular to such a failure,
including in the context of proceedings seeking protection of the exclusive rights conferred by Article 5 of
Directive 89/104, and which may have been brought late by the proprietor of the mark. If taking account
of revocation for the purposes of Article 12(2) in infringement proceedings were solely a matter for the
national laws of the Member States, the consequence for trade mark proprietors might be that protection
would vary depending on the applicable law. The objective of the same protection under the legal systems
of all the Member States' set out in the ninth recital in the preamble to the directive, where it is described
as fundamental, would not be attained (see, on the subject of the onus of proving infringement of the
proprietor's exclusive rights, Case C-405/03 Class International [2005] ECR I-0000, paragraphs 73 and 74).

36. Accordingly, after revocation in the particular case has been established, the competent national court
cannot order cessation of the use of the sign in question, even if, at the time when that sign began to be
used, there was a likelihood of confusion between the sign and the mark concerned.

37. Consequently, the answer to the fourth question must be that it is not appropriate to order cessation of
the use of the sign in question if it has been established that the trade mark has lost its distinctive
character, in consequence of acts or inactivity of the proprietor, so that it has become a common name
within the meaning of Article 12(2) of Directive 89/104 and the trade mark has therefore been revoked.

Costs

38. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.
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Directive 89/104/EEC - Grounds for refusal to register - Articles 28 EC and 30 EC - Free movement
of goods - Measure having equivalent effect to a quantitative restriction - Justification - Protection of

industrial and commercial property - National word mark registered in a Member State - Trade
mark consisting of a term borrowed from the language of another Member State in which it is

devoid of distinctive character and/or descriptive of the goods in respect of which the trade mark
was registered. Case C-421/04.

In Case C-421/04,

REFERENCE for a preliminary ruling under Article 234 EC from the Audiencia Provincial de Barcelona
(Spain), made by decision of 28 June 2004, received at the Court on 1 October 2004, in the proceedings

Matratzen Concord AG

v

Hukla Germany SA,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, N. Colneric, J.N. Cunha Rodrigues, M. Ilei (Rapporteur)
and E. Levits, Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,

after considering the observations submitted on behalf of:

- Matratzen Concord AG, by L. Gibert Vidaurre, abogado,

- Hukla Germany SA, by I. Davi Armengol, abogado,

- the United Kingdom of Great Britain and Northern Ireland, by C. Jackson, acting as Agent, and by E.
Himsworth, Barrister,

- the Commission of the European Communities, by R. Vidal and N.B. Rasmussen, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on 24 November 2005,

gives the following

Judgment

1. The reference for a preliminary ruling concerns the interpretation of Articles 28 EC and 30 EC.

2. This reference was made in the context of proceedings between Matratzen Concord AG (hereinafter
Matratzen Concord') and Hukla Germany SA (hereinafter Hukla') concerning the validity of a national
trade mark.

Legal context

3. Pursuant to Article 28 EC [q]uantitative restrictions on imports and all measures having equivalent
effect shall be prohibited between Member States'.

4. Article 30 EC provides:
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The provisions of Articles 28 and 29 shall not preclude prohibitions or restrictions on imports, exports or
goods in transit justified on grounds of ... the protection of industrial and commercial property. Such
prohibitions or restrictions shall not, however, constitute a means of arbitrary discrimination or a disguised
restriction on trade between Member States.'

5. First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member
States relating to trade marks (OJ 1989 L 40, p. 1; hereinafter the Directive') states, in the seventh recital
in the preamble, that attainment of the objectives at which this approximation of laws is aiming requires
that the conditions for obtaining and continuing to hold a registered trade mark are, in general, identical in
all Member States' and that the grounds for refusal or invalidity concerning the trade mark itself... are to
be listed in an exhaustive manner'.

6. Article 3 of the Directive lays down the grounds for refusal to register a trade mark or of invalidity of
a registered trade mark. In particular, Article 3(1)(b) and (c) provides:

The following shall not be registered or if registered shall be liable to be declared invalid:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the
goods or of rendering of the service, or other characteristics of the goods or service'.

The main action and the question referred to the Court

7. Hukla is the owner of the national word mark MATRATZEN, registered in Spain on 1 May 1994 to
designate, inter alia, rest furniture such as beds, sofa-beds, camp beds, cradles, divans, hammocks, bunk
beds and carrycots, foldaway furniture, casters for beds and furniture, bedside tables, chairs, armchairs and
stools, bed frames, straw mattresses, mattresses and pillows', which come within Class 20 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

8. On 10 October 1996 Matratzen Concord filed with the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) an application for registration of a composite word and figurative
mark including the term Matratzen', for various products coming within Classes 10, 20 and 24 of the Nice
Agreement.

9. Hukla having filed a notice of opposition based on the earlier Spanish mark MATRATZEN, the said
application was rejected by a decision of the Second Board of Appeal of OHIM of 31 October 2000. The
action brought by Matratzen Concord against this decision was rejected by the judgment of the Court of
First Instance of 23 October 2002 in Case T-6/01 Matratzen Concord v OHIM - Hukla Germany
(Matratzen) [2002] ECR II-4335), confirmed on appeal by the order of the Court of Justice of 28 April
2004 in Case C-3/03 P Matratzen Concord v OHIM [2004] ECR I-3657.

10. In parallel with the opposition procedure before the OHIM bodies and then the Community Courts,
Matratzen Concord brought an action for cancellation of the national trade mark MATRATZEN before the
Juzgado de Primera Instancia No 22 (Court of First Instance), Barcelona (Spain), on the basis of Article
11(1)(a), (e) and (f) of Ley 32/1988 de 10 de noviembre Marcas, BOE No 272 of 12 November 1988
(Law No 32/1988 of 10 November 1988 on trade marks). It submitted, in substance, that, given that the
word Matratzen' means mattress' in German, the word of which the trade mark in question consists was
generic and could mislead consumers regarding the nature, quality, characteristics or geographical origin of
the products bearing the said mark.
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11. Its action having been rejected by judgment of 5 February 2002, Matratzen Concord appealed to the
Audiencia Provincial de Barcelona (Provincial Court of Barcelona).

12. That court states that the essential function of a trade mark is to enable the commercial origin of the
goods and services bearing it to be identified and that, to that effect, Spanish case-law considers names
borrowed from foreign languages to be arbitrary, capricious and fanciful, unless they resemble a Spanish
word, making it reasonable to assume that the average consumer will be familiar with their meaning, or
they have acquired a genuine meaning on the national market.

13. The Audiencia Provincial de Barcelona is nevertheless uncertain as to whether that interpretation is
compatible with the concept of the single market'. It considers that generic words from the languages of
the Member States must remain available to be used by any undertaking established in these States. Their
registration as a trade mark in a Member State would facilitate monopolistic situations, which should be
avoided in order to allow normal market forces to prevail, and could be considered an infringement of the
prohibition on quantitative restrictions on imports as between the Member States, laid down in Article 28
EC.

14. The referring court considers that, in the pending case before it, the Spanish trade mark
MATRATZEN puts its holder in a position to limit or restrict the import of mattresses from
German-speaking Member States and, therefore, to prevent the free movement of goods.

15. That court is, uncertain however, as to whether such limitations or restrictions are capable of
justification on the basis of Article 30 EC. In this respect, it points out that, in Case 192/73 Van Zuylen
[1974] ECR 731, the Court affirmed the pre-eminence of the principle of the free movement of goods over
the national protection of industrial property rights and stated that the reverse would lead to an undesirable
partitioning of the markets, prejudicial to the free movement of goods and giving rise to disguised
restrictions on trade between Member States.

16. Taking the view that the outcome of the dispute pending before it required an interpretation of Article
30 EC, the Audiencia Provincial de Barcelona decided to stay the proceedings and to refer the following
question to the Court of Justice for a preliminary ruling:

Can the validity of the registration of a trade mark in a Member State, when that trade mark is devoid of
any distinctive character or serves, in trade, to designate the product which it covers or its kind, quality,
quantity, intended purpose, value, geographical origin or other characteristics of goods, in the language of
another Member State when that language is not spoken in the first Member State, as may be the case so
far as concerns use of the Spanish trade mark MATRATZEN, to designate mattresses and related products,
constitute a disguised restriction on trade between Member States?'

The question referred

17. By its question, the referring court asks, in substance, whether Articles 28 EC and 30 EC must be
interpreted as meaning that they preclude the registration in a Member State, as a national trade mark, of a
term borrowed from the language of another Member State in which it is devoid of distinctive character or
descriptive of the goods or services in respect of which registration is sought.

18. As a preliminary point, it should be noted that, in the context of the procedure established by Article
234 EC providing for cooperation between national courts and the Court of Justice, it is for the latter to
provide the national court with an answer which will be of use to it and enable it to determine the case
before it. To that end, the Court may find it necessary to consider provisions of Community law to which
the national court has not referred in its question (see, in particular, Case C-230/98 Schiavon [2000]
ECR I-3547, paragraph 37, and Case C-469/00
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Ravil [2003] ECR I-5053, paragraph 27).

19. As is clear from the seventh recital in the preamble, the Directive lists in an exhaustive manner the
grounds for refusal or invalidity of registration concerning the trade mark itself.

20. According to settled case-law, in a field which has been exhaustively harmonised at Community level,
a national measure must be assessed in the light of the provisions of that harmonising measure and not of
those of primary law (see, in particular, Case C-352/95 Phytheron International [1997] ECR I-1729,
paragraph 17; Case C-324/99 DaimlerChrysler [2001] ECR I-9897, paragraph 32; and Case C-210/03
Swedish Match [2004] ECR I-11893, paragraph 81).

21. Consequently, it is the Directive, and in particular Article 3 thereof, on the absolute grounds for
refusal or invalidity of registration, and not Articles 28 EC and 30 EC, which must be assessed to
determine whether Community law precludes the registration of a national trade mark such as that at issue
in the main proceedings.

22. Article 3 of the Directive does not include any ground for refusal to register specifically aimed at
trade marks constituted by a term borrowed from the language of a Member State other than the State of
registration in which it is devoid of distinctive character or descriptive of the goods or services in respect
of which registration is sought.

23. Moreover, such a trade mark does not necessarily fall within the grounds for refusal to register
relating to the lack of distinctive character or the descriptive character of the trade mark, referred to in
points (b) and (c) respectively of Article 3(1) of the Directive.

24. In fact, to assess whether a national trade mark is devoid of distinctive character or is descriptive of
the goods or services in respect of which its registration is sought, it is necessary to take into account the
perception of the relevant parties, that is to say in trade and or amongst average consumers of the said
goods or services, reasonably well-informed and reasonably observant and circumspect, in the territory in
respect of which registration is applied for (see Joined Cases C-108/97 and C-109/97 Windsurfing
Chiemsee [1999] ECR I-2779, paragraph 29; Case C-363/99 Koninklijke KPN Nederland [2004] ECR
I-1619, paragraph 77; and Case C-218/01 Henkel [2004] ECR I-1725, paragraph 50).

25. It is possible that, because of linguistic, cultural, social and economic differences between the
Member States, a trade mark which is devoid of distinctive character or descriptive of the goods or
services concerned in one Member State is not so in another Member State (see, by way of analogy,
concerning the misleading nature of a trade mark, Case C-313/94 Graffione [1996] ECR I-6039,
paragraph 22).

26. Consequently, Article 3(1)(b) and (c) of the Directive does not preclude the registration in a Member
State, as a national trade mark, of a term borrowed from the language of another Member State in which
it is devoid of distinctive character or descriptive of the goods or services in respect of which registration
is sought, unless the relevant parties in the Member State in which registration is sought are capable of
identifying the meaning of the term.

27. This interpretation of the Directive is in accordance with the Treaty requirements, and in particular
those of Articles 28 EC and 30 EC.

28. According to settled case-law, in the context of the application of the principle of the free movement
of goods, the Treaty does not affect the existence of rights recognised by the legislation of a Member
State in matters of intellectual property, but only restricts, depending on the circumstances, the exercise of
those rights (Case 119/75 Terrapin [1976] ECR 1039, paragraph 5; Case 58/80 Dansk Supermarked
[1981] ECR 181, paragraph 11; and order in Matratzen Concord v OHIM , paragraph 40).
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29. Applying that case-law, the Court ruled, at paragraph 42 of the order in Matratzen Concord v
OHIM - in which the Spanish trade mark MATRATZEN was already at issue, being the subject of the
main proceedings - that the principle of the free movement of goods does not prohibit a Member State
from registering as a national trade mark a sign which, in the language of another Member State, is
descriptive of the goods or services concerned.

30. That also applies if the sign in question is, in the language of a Member State other than that of
registration, devoid of distinctive character with regard to the goods or services covered by the application
for registration.

31. It should be added that, as the Advocate General observed in points 59 to 64 of his Opinion,
registration in a Member State of a trade mark such as that at issue in the main proceedings does not
prohibit all use of the term constituting the trade mark by other traders in the said Member State.

32. In conclusion, the answer to the question referred is that Article 3(1)(b) and (c) of the Directive does
not preclude the registration in a Member State, as a national trade mark, of a term borrowed from the
language of another Member State in which it is devoid of distinctive character or descriptive of the goods
or services in respect of which registration is sought, unless the relevant parties in the Member State in
which registration is sought are capable of identifying the meaning of the term.

Costs

33. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (First Chamber) hereby rules:

Article 3(1)(b) and (c) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks does not preclude the registration in a Member State, as
a national trade mark, of a term borrowed from the language of another Member State in which it is
devoid of distinctive character or descriptive of the goods or services in respect of which registration is
sought, unless the relevant parties in the Member State in which registration is sought are capable of
identifying the meaning of the term.
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Judgment of the Court (Third Chamber)
of 30 March 2006

Elizabeth Florence Emanuel v Continental Shelf 128 Ltd. Reference for a preliminary ruling: The
Person Appointed by the Lord Chancellor under Section 76 of The Trade Marks Act 1994, on

Appeal from the Registrar of Trade Marks - United Kingdom. Trade marks of such a nature as to
deceive the public or liable to mislead the public as to the nature, quality or geographical origin of a
product - Trade mark assigned by the proprietor together with the undertaking producing the goods

to which the mark relates - Directive 89/104/EEC. Case C-259/04.

In Case C259/04,

REFERENCE for a preliminary ruling under Article 234 EC, brought by the Person Appointed by the
Lord Chancellor under section 76 of the Trade Marks Act 1994, on Appeal from the Registrar of Trade
Marks (United Kingdom), by decision of 26 May 2004, submitted by the High Court of Justice of
England and Wales, received at the Court on 16 June 2004, in the proceedings

Elizabeth Florence Emanuel

v

Continental Shelf 128 Ltd,

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, J. Malenovsku, J.P. Puissochet (Rapporteur), A. Borg
Barthet and U. Lohmus, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: L. Hewlett, Principal Administrator,

having regard to the written procedure and further to the hearing on 1 December 2005,

after considering the observations submitted on behalf of:

- Elizabeth Florence Emanuel, by J. Hill, Barrister, H. Evans and C. Daniel, Solicitors,

- Continental Shelf 128 Ltd, by R. Hacon, Barrister,

- the United Kingdom Government, by E. O'Neill, acting as Agent, and M. Tappin, Barrister,

- the Commission of the European Communities, by N.B. Rasmussen, acting as Agent,

after hearing the Opinion of the Advocate General at the sitting on 19 January 2006,

gives the following

Judgment

On those grounds, the Court (Third Chamber) hereby rules:

1. A trade mark corresponding to the name of the designer and first manufacturer of the goods bearing
that mark may not, by reason of that particular feature alone, be refused registration on the ground that it
would deceive the public, within the meaning of Article 3(1)(g) of Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks, in particular where
the goodwill associated with that trade mark, previously registered in a different graphic form, has been
assigned together with the business making the goods to which the mark relates.

2. A trade mark corresponding to the name of the designer and first manufacturer of the goods bearing
that mark is not, by reason of that particular feature alone, liable to revocation on the
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ground that that mark would mislead the public, within the meaning of Article 12(2)(b) of Directive
89/104, in particular where the goodwill associated with that mark has been assigned together with the
business making the goods to which the mark relates.

1. This reference for a preliminary ruling by the Person Appointed by the Lord Chancellor under section
76 of the Trade Marks Act 1994 (the Appointed Person'), on appeal from the Registrar of Trade Marks,
concerns the interpretation of Articles 3(1)(g) and 12(2)(b) of Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1).

2. The reference was made in the course of proceedings between the fashion designer Ms Emanuel and
Continental Shelf 128 Ltd (CSL'). Those proceedings concern two applications made by Ms Emanuel
against CSL, the first in opposition to the registration of the trade mark ELIZABETH EMANUEL', in
upper case (the trade mark ELIZABETH EMANUEL'), in respect of clothing produced by CSL, and the
second to revoke the trade mark Elizabeth Emanuel', in lower case apart from the initial letters, registered
in 1997 by another company which subsequently assigned it to CSL (the trade mark Elizabeth Emanuel' or
the registered trade mark').

Law

3. Article 3(1) of Directive 89/104 provides:

The following shall not be registered or if registered shall be liable to be declared invalid:

...

(g) trade marks which are of such a nature as to deceive the public, for instance as to the nature, quality
or geographical origin of the goods or service;

...'

4. Article 12(2) of Directive 89/104 provides:

A trade mark shall... be liable to revocation if, after the date on which it was registered,

...

(b) in consequence of the use made of it by the proprietor of the trade mark or with his consent in respect
of the goods or services for which it is registered, it is liable to mislead the public, particularly as to
the nature, quality or geographical origin of those goods or services.'

The main proceedings and the questions referred for a preliminary ruling

5. In 1990 Ms Emanuel, a well-known designer of wedding wear, began trading under the name Elizabeth
Emanuel'.

6. In 1996, together with a company called Hamlet International Plc, Ms Emanuel formed a company
called Elizabeth Emanuel Plc (EE Plc'). Ms Emanuel assigned to EE Plc her business of designing and
selling clothing, all assets of the business including its goodwill and an application to register the trade
mark Elizabeth Emanuel' which was registered in 1997.

7. In September 1997, EE Plc assigned its business, goodwill and the registered trade mark to Frostprint
Ltd, which immediately changed its name to Elizabeth Emanuel International Ltd (EE International'). EE
International employed Ms Emanuel, who left that employment a month later.

8. In November 1997, EE International assigned the registered trade mark to another company, Oakridge
Trading Ltd (Oakridge'). On 18 March 1998, Oakridge lodged an application to register the trade mark
ELIZABETH EMANUEL'.
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9. On 7 January 1999, a notice of opposition to that application was filed. On 9 September 1999, an
application was lodged to revoke the registered trade mark Elizabeth Emanuel'.

10. The opposition and the application for revocation were heard at first instance by the Hearing Officer
who dismissed them in a decision of 17 October 2002 on the ground that, whilst the public had indeed
been deceived and confused, such deception and confusion was lawful and the inevitable consequence of
the sale of a business and goodwill previously conducted under the name of the original owner.

11. An appeal against that decision was brought before the Appointed Person, who did not refer the
appeal to the High Court of Justice in spite of a request to that effect by CSL, which in the course of the
proceedings became the assignee of the registered trade mark and the application to register the trade mark
ELIZABETH EMANUEL'. That request had been made pursuant to section 76 of the Trade Marks Act
1994 which makes provision for a reference to the High Court if it appears to the Appointed Person that
the case involves a point of general legal importance.

12. As before the Hearing Officer, the argument focused on whether Articles 3(1)(g) and 12(2)(b) of
Directive 89/104 provide a basis for the applications made against CSL.

13. Against that background, the Appointed Person decided to stay the proceedings and refer the
following questions to the Court for a preliminary ruling:

1. Is a trade mark of such a nature as to deceive the public and prohibited from registration under Article
3(1)(g) [of Directive 89/104] in the following circumstances:

(a) the goodwill associated with the trade mark has been assigned together with the business of making
the goods to which the mark relates;

(b) prior to the assignment the trade mark indicated to a significant proportion of the relevant public that a
particular person was involved in the design or creation of the goods in relation to which it was used;

(c) after the assignment an application was made by the assignee to register the trade mark; and

(d) at the time of the application a significant portion of the relevant public wrongly believed that use of
the trade mark indicated that the particular person was still involved in the design or creation of the
goods in relation to which the mark was used, and this belief was likely to affect the purchasing
behaviour of that part of the public?

2. If the answer to question 1 is not unreservedly yes, what other matters must be taken into
consideration in assessing whether a trade mark is of such a nature as to deceive the public and prohibited
from registration under Article 3(1)(g) [of Directive 89/104] and, in particular, is it relevant that the risk
of deception is likely to diminish over time?

3. Is a registered trade mark liable to mislead the public in consequence of the use made of it by the
proprietor or with his consent and so liable to revocation under Article 12(2)(b) [of Directive 89/104] in
the following circumstances:

(a) the registered trade mark and the goodwill associated with it have been assigned together with the
business of making the goods to which the mark relates;

(b) prior to the assignment the trade mark indicated to a significant proportion of the relevant public that a
particular person was involved in the design or creation of the goods in relation to which it was used;

(c) after the assignment an application was made to revoke the registered trade mark; and

(d) at the time of the application a significant portion of the relevant public wrongly believed
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that use of the trade mark indicated that the particular person was still involved with the design or
creation of the goods in relation to which the mark was used, and this belief was likely to affect the
purchasing behaviour of that part of the public?

4. If the answer to question 3 is not unreservedly yes, what other matters must be taken into
consideration in assessing whether a registered trade mark is liable to mislead the public in consequence of
the use made of it by the proprietor or with his consent and so liable to revocation under Article 12(2)(b)
[of Directive 89/104] and, in particular, is it relevant that the risk of deception is likely to diminish over
time?'

Observations on the Opinion of Advocate General Ruiz-Jarabo Colomer

14. By letter of 22 February 2006, Ms Emanuel submitted observations on the Opinion of Advocate
General Ruiz-Jarabo Colomer. She alleged that the Advocate General had erred in his interpretation of
Articles 3 and 12 of Directive 89/104 and the Court's earlier case-law.

15. Since neither the Statute of the Court of Justice nor the Rules of Procedure make provision for the
parties to submit observations in reply to the Opinion of the Advocate General (see the order of 4
February 2000 in Case C-17/98 Emesa Sugar [2000] ECR I-665, paragraph 2), Ms Emanuel's
observations cannot be accepted.

16. However, the Court may, of its own motion, on a proposal from the Advocate General or at the
request of the parties, reopen the oral procedure, in accordance with Article 61 of its Rules of Procedure,
if it considers that it lacks sufficient information, or that the case must be dealt with on the basis of an
argument which has not been debated between the parties (see Case C-309/99 Wouters and Others [2002]
ECR I-1577, paragraph 42; Case C-434/02 Arnold André [2004] ECR I11825, paragraph 27; and Case
C-210/03 Swedish Match [2004] ECR I-11893, paragraph 25).

17. In the present case, the Court finds that it has all the information necessary to reply to the questions
referred. Consequently, there is no need to order the reopening of the oral procedure.

Admissibility of the questions referred for a preliminary ruling

18. Before turning to the questions referred it is appropriate to examine whether the Appointed Person
must be regarded as a court or tribunal within the meaning of Article 234 EC.

19. In order to determine whether a body is a court or tribunal within the meaning of that provision,
which is a question governed by Community law alone, the Court takes into account a number of factors,
such as whether the body concerned is established by law, whether it is permanent, whether its jurisdiction
is compulsory, whether its procedure is inter partes, whether it applies rules of law and whether it is
independent (see, in particular, Case 61/65 Vaassen-Göbbels [1966] ECR 261; Case C-54/96 Dorsch
Consult [1997] ECR I-4961, paragraph 23; and Case C-416/96 Nour Eddline El-Yassini [1999] ECR
I-1209, paragraph 17).

20. The Appointed Person was established by the Trade Marks Act 1994.

21. Pursuant to sections 76 and 77 of that Act, the Appointed Person, appointed by the Lord Chancellor
after consulting the Lord Advocate, may hear appeals from decisions of the Comptroller-General of
Patents, Designs and Trade Marks (otherwise called the Registrar of Trade Marks). In England and Wales
the Appointed Person shares that jurisdiction with the High Court of Justice and, in Scotland, with the
Court of Session.

22. It is for the appellant to choose the jurisdiction before which he brings his appeal. However, the
Appointed Person may in certain cases decide to refer the appeal to the High Court of Justice, inter alia if
it appears to him that a point of general legal importance is involved.

23. The Appointed Person is a permanent body which makes findings of law in application of the
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Trade Marks Act 1994 and according to the procedural rules laid down by rules 63 to 65 of the Trade
Marks Rules 2000. The procedure is inter partes. The decisions of the Appointed Person are binding and,
in principle, final, subject exceptionally to an application for judicial review.

24. During the Appointed Person's period of office, he enjoys the same guarantees of independence as
judges.

25. It follows from all the foregoing factors that the Appointed Person must be regarded as a court or
tribunal within the meaning of Article 234 EC, so that the questions referred for a preliminary ruling are
admissible.

The first two questions

26. By its first two questions, the Appointed Person essentially seeks to ascertain the circumstances in
which a trade mark may be refused registration on the ground that it is of such a nature as to deceive the
public, within the meaning of Article 3(1)(g) of Directive 89/104, where the goodwill associated with that
trade mark has been assigned together with the business making the goods to which the mark relates and
that trade mark, which corresponds to the name of the designer and first manufacturer of those goods, was
previously registered in a different graphic form.

Observations submitted to the Court

27. The Appointed Person is alive to the opposing arguments of the parties. He considers, first, that the
public interest requires that trade marks must not be liable to mislead the average consumer, who is
deemed to be reasonably observant and circumspect, and, second, that it is nevertheless in the public
interest to permit the sale and assignment of businesses and goodwill together with the trade marks with
which they are associated.

28. Ms Emanuel, the appellant in the main proceedings, points to the public interest in the protection of
consumers guaranteed by Article 3(1)(g) of Directive 89/104. She submits that for that article to apply, it
suffices that there be at least a genuine risk that the use of the trade mark in issue misleads the average
consumer of the goods or services, in respect of which registration of the trade mark has been applied for,
as to their origin and influences that consumer's purchasing decisions. Whether or not such a risk exists is
a question of fact, so that all the circumstances which make that deception probable should be taken into
consideration.

29. The appellant in the main proceedings submits next that once the risk of confusion is demonstrated, it
does not matter that the goodwill and the trade mark have been assigned to the undertaking which believes
it can use that trade mark.

30. CSL, the respondent in the main proceedings, submits that Article 3(1)(g) of Directive 89/104 does
not draw any distinction between trade marks which correspond to the name of a person and those which
do not. The only relevant criterion is whether objectively the trade marks are of such a nature as to
deceive or are liable to mislead the public, inter alia by giving rise to confusion with other goods.

31. CSL contends that Ms Emanuel's argument on the risk of confusion for the average consumer is
based on the Court's case-law in relation to specific regulations, which cannot be transposed to interpret
Directive 89/104.

32. As regards the average consumer's perception of a trade mark corresponding to a name, CSL submits
that such a consumer is aware, especially in the field of fashion, that a trade name remains associated with
the goods produced by an undertaking and that that undertaking may be assigned with that name. That
applies equally to bakers, wine makers and manufacturers of luxury goods. Thus, the assignment of a trade
name cannot in itself automatically give rise to confusion, whether or not that assignment was the subject
of publicity.

© An extract from a JUSTIS database



62004J0259 European Court reports 2006 Page 00000 6

33. CSL stresses in particular that if Ms Emanuel's argument were upheld, it would be impossible to
assign a business together with the goodwill and the trade mark for the goods which the business
produces. Very often the value of the assignment of a business lies essentially in the trade mark assigned.

34. The United Kingdom Government submits that the purpose of Article 3(1)(g) of Directive 89/104 is
to deny registration to trade marks which deceive the public, not as to the origin of the goods or services
covered by the registration or as to characteristics of that origin, but as to characteristics of the goods or
services themselves.

35. That provision was not intended to prohibit a trade mark merely because the standard of the goods in
question does not match the purchaser's expectations, whether because a particular person is no longer
involved in the design and manufacture of those goods or for any other reason. Whilst a trade mark is
required to act as a guarantee that goods emanate from a single undertaking which takes responsibility for
their standard, it generally does not in itself act as a representation of that standard.

36. The United Kingdom Government submits that the public is aware that the standard of goods bearing
a particular trade mark may vary, whether because of a decision of the proprietor of the trade mark, a
change of ownership or management, or changes within the design team or manufacturing plant. The
average consumer cannot therefore be deceived by a change in the proprietor of a trade mark.

37. The Commission of the European Communities notes, first of all, that the Court has not yet had the
opportunity to give an interpretation of Article 3(1)(g) of Directive 89/104 as regards the situations in
which a trade mark is likely to deceive the public and so has not yet identified the public interest which
that provision protects. That public interest may differ from that analysed in respect of other absolute
grounds for refusing to register such as those discussed in Joined Cases C-108/97 and C-109/97
Windsurfing Chiemsee [1999] ECR I-2779, Case C-299/99 Philips [2002] ECR I-5475, or Case
C-104/01 Libertel [2003] ECR I-3793.

38. The Commission recalls, however, that the Court has identified the essential function of a trade mark
as being to guarantee the identity of origin of the marked goods or services to the consumer or end user
by enabling him, without any possibility of confusion, to distinguish the goods or services from others
which have another origin. For the trade mark to be able to fulfil its essential role in the system of
undistorted competition which the Treaty seeks to establish and maintain, it must offer a guarantee that all
the goods or services bearing it have been manufactured or supplied under the control of a single
undertaking which is responsible for their quality (see, in particular, Case C-206/01 Arsenal Football Club

[2002] ECR I-10273, paragraph 48).

39. The Commission infers from this that that function does not mean that the consumer should be able
to identify the manufacturer from the trade mark, but that the trade mark serves as a guarantee that the
goods were placed on the market with the consent of its proprietor.

40. The Commission further submits that the mere fact that a trade mark corresponds to the name of a
person does not mean that that person is affiliated with the proprietor of the trade mark or that such
involvement is to be presumed and consequently does not support the finding that that person is involved
in the manufacture of the goods bearing that trade mark. The Commission contends that that argument is
supported by the Court's reasoning in Case C-404/02 Nichols [2004] ECR I-8499, according to which
there is no special rule of trade mark law applicable to a personal name.

41. The Commission further submits that the average consumer can be deceived, for the purposes of
Article 3(1)(g) of Directive 89/104, by a trade mark corresponding to the name of a person only

© An extract from a JUSTIS database



62004J0259 European Court reports 2006 Page 00000 7

if the sales strategy is to suggest that that person is involved in the manufacture of the product bearing the
trade mark concerned although he is no longer affiliated with the proprietor of that trade mark.

42. Lastly, all those who have submitted observations to the Court submit that the time elapsed since the
person to whose name the trade mark corresponds ceased to be the proprietor of the mark has no bearing
on whether or not that mark is liable to deceive the average consumer.

Findings of the Court

43. Article 2 of Directive 89/104 contains a list, described as a list of examples in the seventh recital in
the preamble to that directive, of signs which may constitute a trade mark, provided that such signs are
capable of distinguishing the goods or services of one undertaking from those of other undertakings, that
is to say to fulfil the trade mark's function as an indicator of origin. That list expressly includes personal
names (Nichols , paragraph 22).

44. As the Commission pointed out, for the trade mark to be able to fulfil its essential role in the system
of undistorted competition which the Treaty seeks to establish and maintain, it must offer a guarantee that
all the goods or services bearing it have been manufactured or supplied under the control of a single
undertaking which is responsible for their quality (see, in particular, Arsenal Football Club , paragraph
48).

45. A trade mark such as ELIZABETH EMANUEL' may have that function of distinguishing the goods
manufactured by an undertaking, particularly where that trade mark has been assigned to that undertaking
and the undertaking manufactures the same type of goods as those which initially bore the trade mark in
question.

46. However, in the case of a trade mark corresponding to the name of a person, the public interest
ground which justifies the prohibition laid down by Article 3(1)(g) of Directive 89/104 to register a trade
mark which is liable to deceive the public, namely consumer protection, must raise the question of the risk
of confusion which such a trade mark may engender in the mind of the average consumer, especially
where the person to whose name the mark corresponds originally personified the goods bearing that mark.

47. Nevertheless, the circumstances for refusing registration referred to in Article 3(1)(g) of Directive
89/104 presuppose the existence of actual deceit or a sufficiently serious risk that the consumer will be
deceived (Case C-87/97 Consorzio per la tutela del formaggio Gorgonzola [1999] ECR I-1301,
paragraph 41).

48. In the present case, even if the average consumer might be influenced in his act of purchasing a
garment bearing the trade mark ELIZABETH EMANUEL' by imagining that the appellant in the main
proceedings was involved in the design of that garment, the characteristics and the qualities of that
garment remain guaranteed by the undertaking which owns the trade mark.

49. Consequently, the name Elizabeth Emanuel cannot be regarded in itself as being of such a nature as
to deceive the public as to the nature, quality or geographical origin of the product it designates.

50. On the other hand, it would be for the national court to determine whether or not, in the presentation
of the trade mark ELIZABETH EMANUEL' there is an intention on the part of the undertaking which
lodged the application to register that mark to make the consumer believe that Ms Emanuel is still the
designer of the goods bearing the mark or that she is involved in their design. In that case there would be
conduct which might be held to be fraudulent but which could not be analysed as deception for the
purposes of Article 3 of Directive 89/104 and which, for that reason, would not affect the trade mark itself
and, consequently, its prospects of being registered.
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51. Consequently the answer to the first two questions must be that a trade mark corresponding to the
name of the designer and first manufacturer of the goods bearing that mark may not, by reason of that
particular feature alone, be refused registration on the ground that it would deceive the public, within the
meaning of Article 3(1)(g) of Directive 89/104, in particular where the goodwill associated with that trade
mark, previously registered in a different graphic form, has been assigned together with the business
making the goods to which the mark relates.

The last two questions

52. By its last two questions, the Appointed Person essentially seeks to ascertain the circumstances in
which a trade mark is liable to revocation on the ground that that mark would mislead the public, within
the meaning of Article 12(2)(b) of Directive 89/104, where the goodwill associated with that mark has
been assigned together with the business making the goods to which the mark relates and that trade mark
corresponds to the name of the designer and first manufacturer of those goods.

53. Since the conditions for revocation laid down by Article 12(2)(b) of Directive 89/104 are the same as
those for the refusal of registration under Article 3(1)(g) of that directive, analysis of which has formed
the subject of the reply to the first two questions, the reply to the last two questions must be that a trade
mark corresponding to the name of the designer and first manufacturer of the goods bearing that mark is
not, by reason of that particular feature alone, liable to revocation on the ground that that mark would
mislead the public, within the meaning of Article 12(2)(b) of Directive 89/104, in particular where the
goodwill associated with that mark has been assigned together with the business making the goods to
which the mark relates.

Costs

54. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.
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Judgment of the Court (Second Chamber)
of 6 October 2005

Medion AG v Thomson multimedia Sales Germany &amp; Austria GmbH. Reference for a
preliminary ruling: Oberlandesgericht Düsseldorf - Germany. Trade marks - Directive 89/104/EEC -
Article 5(1)(b) - Likelihood of confusion - Use of the trade mark by a third party - Composite sign

including the name of another party followed by the trade mark. Case C-120/04.

In Case C-120/04,

REFERENCE for a preliminary ruling under Article 234 EC from the Oberlandesgericht Düsseldorf
(Germany), made by decision of 17 February 2004, received at the Court on 5 March 2004, in the
proceedings

Medion AG

v

Thomson multimedia Sales Germany &amp; Austria GmbH,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans, President of the Chamber, C. Gulmann (Rapporteur), R. Schintgen, G.
Arestis and J. Kluka, Judges,

Advocate General: F.G. Jacobs,

Registrar: K. Sztranc, Administrator,

having regard to the written procedure and further to the hearing on 14 April 2005,

after considering the observations submitted on behalf of:

- Medion AG, by P.-M. Weisse, Rechtsanwalt, and T. Becker, Patentanwalt,

- Thomson multimedia Sales Germany &amp; Austria GmbH, by W. Kellenter, Rechtsanwalt,

- the Commission of the European Communities, by T. Jürgensen and N.B. Rasmussen, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on 9 June 2005,

gives the following

Judgment

1. The reference for a preliminary ruling concerns the interpretation of Article 5(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1, the directive').

2. This reference has been made in the course of proceedings between Medion AG (Medion') and
Thomson multimedia Sales Germany &amp; Austria GmbH (Thomson') regarding the use by Thomson in
the composite sign THOMSON LIFE' of the registered trade mark LIFE, which belongs to Medion.

Law

3. In relation to the protection afforded by the trade mark, the 10th recital in the preamble to the
directive states:

... the protection afforded by the registered trade mark, the function of which is in particular to guarantee
the trade mark as an indication of origin, is absolute in the case of identity between the mark and the sign
and goods or services;... the protection applies also in case of similarity between the mark and the sign
and the goods or services;... it is indispensable to give an interpretation
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of the concept of similarity in relation to the likelihood of confusion;... the likelihood of confusion, the
appreciation of which depends on numerous elements and, in particular, on the recognition of the trade
mark on the market, of the association which can be made with the used or registered sign, of the degree
of similarity between the trade mark and the sign and between the goods or services identified, constitutes
the specific condition for such protection...'

4. Article 5(1)(b) of the directive provides as follows:

The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

...

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.'

5. This provision was transposed into German law by Paragraph 14(2)(2) of the Trade Mark Law
(Markengesetz) of 25 October 1994 (BGBl. 1994 I, p. 3082).

The main proceedings and the question referred for a preliminary ruling

6. Medion is the owner in Germany of the trade mark LIFE, registered on 29 August 1998, for leisure
electronic devices. It has a multimillion euro turnover per annum in the manufacture and marketing of
these products.

7. Thomson belongs to one of the world's leading companies in the leisure electronic devices sector. It
markets some of its products under the name THOMSON LIFE'.

8. In July 2002, Medion brought an action before the Landgericht (Regional Court) Düsseldorf for trade
mark infringement. It requested that Thomson be prevented from using the sign THOMSON LIFE' to
designate certain leisure electronic devices.

9. The Landgericht Düsseldorf rejected the application on the ground that there was no likelihood of
confusion with the mark LIFE.

10. Medion appealed to the Oberlandesgericht (Higher Regional Court) Düsseldorf, seeking to have
Thomson prevented from using the sign THOMSON LIFE' for television sets, cassette players, CD players
and hi-fi systems.

11. That court, the referring court, states that the outcome of the litigation depends on whether there is a
likelihood of confusion, within the meaning of Article 5(1)(b) of the directive, between the trade mark
LIFE and the composite sign THOMSON LIFE'.

12. It maintains that, according to the current case-law of the Bundesgerichtshof (Federal Court of
Justice), which is based on the theory known as the Prägetheorie' (theory of the impression conveyed), in
order to appreciate the similarity of the sign at issue, it is necessary to consider the overall impression
conveyed by each of the two signs and to ascertain whether the common component characterises the
composite mark to the extent that the other components are largely secondary to the overall impression.
There will be no likelihood of confusion if the common component merely contributes to the overall
impression of the sign. It will not matter whether the trade mark incorporated still has an independent
distinctive role (kennzeichnende Stellung') in the composite sign.

13. According to the Oberlandesgericht, in the sector of the goods at issue in the proceedings before it
prominence is generally given to the name of the manufacturer. More specifically, in
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the main proceedings the name of the manufacturer THOMSON' contributes in an essential manner to the
overall impression conveyed by the sign THOMSON LIFE'. The normal distinctive character attaching to
the element LIFE' is not sufficient to prevent the name of the manufacturer THOMSON' from contributing
to the overall impression conveyed by the sign.

14. The referring court states, however, that the current case-law of the Bundesgerichtshof is not beyond
debate. A different approach is favoured by some writers. It is in fact in line with the previous case-law
of the Bundesgerichtshof itself, according to which likelihood of confusion must be found where the
identical part has an independent distinctive role in the contested sign, is not absorbed by it, and is not
relegated to the point of ceasing to call to mind the registered mark.

15. The Oberlandesgericht claims that if this theory is to be applied to the main proceedings it must be
found that there is a likelihood of confusion as the mark LIFE still has an independent distinctive role in
the mark THOMSON LIFE'.

16. Finally, it is in doubt as to how, when applying the criterion of the overall impression conveyed by
the signs, it is possible to prevent a third party from appropriating a registered mark by adding his
company name.

17. In that context the Oberlandesgericht Düsseldorf decided to stay the proceedings and to refer the
following question to the Court of Justice for a preliminary ruling:

Is Article 5(1)(b) of [the directive] to be interpreted as meaning that where the goods or services covered
by competing signs are identical there is also a likelihood of confusion on the part of the public where an
earlier word mark with normal distinctiveness is reproduced in a later composite word sign belonging to a
third party, or in a word sign or figurative sign belonging to a third party that is characterised by word
elements, in such a way that the third party's company name is placed before the earlier mark and the
latter, though not alone determining the overall impression conveyed by the composite sign, has an
independent distinctive role within the composite sign?'

The question referred for a preliminary ruling

18. The referring court asks essentially whether Article 5(1)(b) of the directive is to be interpreted as
meaning that where the goods or services are identical there may be a likelihood of confusion on the part
of the public where the contested sign is composed by juxtaposing the company name of another and a
registered mark which has normal distinctiveness and which, although it does not determine by itself the
overall impression conveyed by the composite sign, has an independent distinctive role therein.

Observations submitted to the Court

19. Medion and the Commission of the European Communities propose that the answer to the question
posed should be in the affirmative.

20. Medion challenges the Prägetheorie', maintaining that it enables a registered mark to be usurped by
simply adjoining to it the name of a manufacturer. Such usage of a mark defeats its purpose, which is to
serve as an indication of the origin of goods.

21. The Commission argues that in circumstances such as those in the main proceedings the two terms
used in the composite sign are equivalent. The term LIFE' does not have a wholly subordinate role. As the
overall impression is thus not determined solely by the name THOMSON', the composite sign and the
registered mark are similar for the purposes of Article 5(1)(b) of the directive. Likelihood of confusion is
therefore possible, especially as the two companies sell identical products.

22. Thomson proposes that the answer to the question should be in the negative. It supports an
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interpretation of the directive in conformity with the Prägetheorie'. The sign contested in the main
proceedings cannot be confused with Medion's mark as it includes the element THOMSON', the name of
the manufacturer, which has the same prominence as the other element present. The term LIFE' serves
only to designate certain goods of a marketed range. In any event, the element LIFE' cannot dominate the
overall impression conveyed by the name THOMSON LIFE'.

Reply of the Court

23. The essential function of the trade mark is to guarantee the identity of the origin of the marked goods
or service to the consumer or end user by enabling him, without any possibility of confusion, to
distinguish the goods or service from others which have another origin (see, in particular, Case C-39/97
Canon [1998] ECR I-5507, paragraph 28, and Case C-371/02 Björnekulla Fruktindustrier [2004] ECR
I-5791, paragraph 20).

24. The 10th recital in the preamble to the directive emphasises that the protection afforded by the
registered trade mark has the aim of guaranteeing the trade mark as an indication of origin and that in the
case of similarity between the mark and between the sign and goods or services, the likelihood of
confusion constitutes the specific condition for protection.

25. Article 5(1)(b) of the directive is thus designed to apply only if, by reason of the identity or
similarity both of the marks and of the goods or services which they designate, there exists a likelihood of
confusion on the part of the public.

26. The risk that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from economically-linked undertakings constitutes a likelihood of
confusion within the meaning of this provision (see, in particular, Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR I-3819, paragraph 17).

27. The existence of a likelihood of confusion on the part of the public must be appreciated globally,
taking into account all factors relevant to the circumstances of the case (see Case C-251/95 SABEL
[1997] ECR I-6191, paragraph 22; Lloyd Schuhfabrik Meyer , cited above, paragraph 18, and Case
C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40, in addition to, in relation to Article 8(1)(b) of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11,
p. 1), drafted in terms substantially identical to those of Article 5(1)(b) of the directive, the order of 28
April 2004 in Case C-3/03 P Matratzen Concord v OHIM [2004] ECR I-3657, paragraph 28).

28. The global appreciation of the likelihood of confusion, in relation to the visual, aural or conceptual
similarity of the marks in question, must be based on the overall impression given by the marks, bearing
in mind, in particular, their distinctive and dominant components. The perception of the marks by the
average consumer of the goods or services in question plays a decisive role in the global appreciation of
that likelihood of confusion. In this regard, the average consumer normally perceives a mark as a whole
and does not proceed to analyse its various details (see, in particular, SABEL , paragraph 23, Lloyd
Schuhfabrik Meyer , paragraph 25, and Matratzen Concord , paragraph 29).

29. In the context of consideration of the likelihood of confusion, assessment of the similarity between
two marks means more than taking just one component of a composite trade mark and comparing it with
another mark. On the contrary, the comparison must be made by examining each of the marks in question
as a whole, which does not mean that the overall impression conveyed to the relevant public by a
composite trade mark may not, in certain circumstances, be dominated by one or more of its components
(see Matratzen Concord , paragraph 32).

30. However, beyond the usual case where the average consumer perceives a mark as a whole, and
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notwithstanding that the overall impression may be dominated by one or more components of a composite
mark, it is quite possible that in a particular case an earlier mark used by a third party in a composite
sign including the name of the company of the third party still has an independent distinctive role in the
composite sign, without necessarily constituting the dominant element.

31. In such a case the overall impression produced by the composite sign may lead the public to believe
that the goods or services at issue derive, at the very least, from companies which are linked
economically, in which case the likelihood of confusion must be held to be established.

32. The finding that there is a likelihood of confusion should not be subject to the condition that the
overall impression produced by the composite sign be dominated by the part of it which is represented by
the earlier mark.

33. If such a condition were imposed, the owner of the earlier mark would be deprived of the exclusive
right conferred by Article 5(1) of the directive even where the mark retained an independent distinctive
role in the composite sign but that role was not dominant.

34. This would be the case where, for example, the owner of a widely-known mark makes use of a
composite sign juxtaposing this mark and an earlier mark which is not itself widely known. It would also
be the case if the composite sign was made up of the earlier mark and a widely-known commercial name.
In fact, the overall impression would be, most often, dominated by the widely-known mark or commercial
name included in the composite sign.

35. Thus, contrary to the intention of the Community legislator expressed in the 10th recital in the
preamble to the directive, the guarantee of the earlier mark as an indication of origin would not be
assured, even though it still had an independent distinctive role in the composite sign.

36. It must therefore be accepted that, in order to establish the likelihood of confusion, it suffices that,
because the earlier mark still has an independent distinctive role, the origin of the goods or services
covered by the composite sign is attributed by the public also to the owner of that mark.

37. Accordingly, the reply to the question posed must be that Article 5(1)(b) of the directive is to be
interpreted as meaning that where the goods or services are identical there may be a likelihood of
confusion on the part of the public where the contested sign is composed by juxtaposing the company
name of another party and a registered mark which has normal distinctiveness and which, without alone
determining the overall impression conveyed by the composite sign, still has an independent distinctive
role therein.

Costs

38. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Second Chamber) hereby rules:

Article 5(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks is to be interpreted as meaning that where the goods or services
are identical there may be a likelihood of confusion on the part of the public where the contested sign is
composed by juxtaposing the company name of another party and a registered mark which has normal
distinctiveness and which, without alone determining the overall impression conveyed by the composite
sign, still has an independent distinctive role therein.
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Judgment of the Court (Grand Chamber)
of 18 October 2005

Class International BV v Colgate-Palmolive Company and Others. Reference for a preliminary
ruling: Gerechtshof te 's-Gravenhage - Netherlands. Trade marks - Directive 89/104/EEC -

Regulation (EC) No 40/94 - Rights conferred by the trade mark - Use of the mark in the course of
trade - Importation of original goods into the Community - Goods placed under the external transit

procedure or the customs warehousing procedure - Opposition of the trade mark proprietor -
Offering for sale or selling goods placed under the external transit procedure or the customs

warehousing procedure - Opposition of the trade mark proprietor - Onus of proof. Case C-405/03.

In Case C-405/03,

REFERENCE for a preliminary ruling under Article 234 EC from the Gerechtshof te 's-Gravenhage
(Netherlands), made by decision of 28 August 2003, received at the Court on 29 September 2003, in the
proceedings

Class International BV

v

Colgate-Palmolive Company ,

Unilever NV ,

SmithKline Beecham plc ,

Beecham Group plc ,

THE COURT (Grand Chamber),

composed of V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and A. Borg Barthet,
Presidents of Chambers, C. Gulmann (Rapporteur), R. Schintgen, N. Colneric, S. von Bahr, J.N. Cunha
Rodrigues, M. Ilei, J. Malenovsku and J. Kluka, Judges,

Advocate General: F.G. Jacobs,

Registrar: M. Ferreira, Principal Administrator,

having regard to the written procedure and further to the hearing on 15 March 2005,

after considering the observations submitted on behalf of:

- Class International BV, by G. van der Wal, advocaat,

- SmithKline Beecham plc and Beecham Group plc, by M.A.A. van Wijngaarden, advocaat,

- the Commission of the European Communities, by N.B. Rasmussen, W. Wils and H. van Vliet, acting
as Agents,

after hearing the Opinion of the Advocate General at the sitting on 26 May 2005,

gives the following

Judgment

On those grounds, the Court (Grand Chamber) hereby rules:

1. Article 5(1) and (3)(c) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks and Article 9(1) and (2)(c) of Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark must be interpreted as meaning that a trade
mark proprietor cannot oppose the mere entry into the Community, under the external transit procedure or
the customs warehousing procedure, of original goods bearing that mark which
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had not already been put on the market in the Community previously by that proprietor or with his
consent. The trade mark proprietor cannot make the placing of the goods at issue under the external transit
procedure or the customs warehousing procedure conditional on the existence, at the time of the
introduction of those goods into the Community, of a final destination already specified in a third country,
possibly pursuant to a sale agreement.

2. Offering' and putting on the market' the goods, within the meaning of Article 5(3)(b) of Directive
89/104 and Article 9(2)(b) of Regulation No 40/94, may include, respectively, the offering and sale of
original goods bearing a trade mark and having the customs status of non-Community goods, when the
offering is done and/or the sale is effected while the goods are placed under the external transit procedure
or the customs warehousing procedure. The trade mark proprietor may oppose the offering or the sale of
such goods when it necessarily entails the putting of those goods on the market in the Community.

3. In a situation such as the one at issue in the main proceedings, it is for the trade mark proprietor to
prove the facts which would give grounds for exercising the right of prohibition provided for in Article
5(3)(b) and (c) of Directive 89/104 and Article 9(2)(b) and (c) of Regulation No 40/94, by proving either
release for free circulation of the non-Community goods bearing his mark or an offering or sale of the
goods which necessarily entails their being put on the market in the Community.

1. The reference for a preliminary ruling concerns the interpretation of Article 5(1) and (3)(b) and (c) of
First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1) (the Directive') and Article 9(1) and (2)(b) and (c) of Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1) (the
Regulation').

2. That reference was made in proceedings between Class International BV (Class International') on the
one hand and SmithKline Beecham plc (SmithKline Beecham') and the Beecham Group plc (Beecham
Group') on the other concerning the attachment by SmithKline Beecham and Beecham Group of goods
bearing their trade marks coming from outside the European Community and stored by Class International,
owner of those goods, in a warehouse in Rotterdam.

Relevant Community provisions

3. Article 5 of the Directive, entitled Rights conferred by a trade mark', is worded as follows:

1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall
be entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical
with those for which the trade mark is registered:

...

3. The following, inter alia, may be prohibited under [paragraph 1]:

...

(b) offering the goods, or putting them on the market or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing... the goods under the sign:

...'

4. Article 9(1)(a) and (2)(b) and (c) of the Regulation define the rights conferred by a Community
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trade mark in the same terms.

5. Article 7(1) of the Directive, entitled Exhaustion of the rights conferred by a trade mark', states:

The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been put
on the market in the Community under that trade mark by the proprietor or with his consent.'

6. Article 13(1) of the Regulation defines exhaustion of the rights conferred by a Community trade mark
in the same terms.

7. Article 65(2) of the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3)
provides that specific provisions and arrangements in the European Economic Area (the EEA') concerning
intellectual, industrial and commercial property are contained, inter alia, in Annex XVII to that Agreement.

8. Point 4 of that Annex refers to the Directive.

9. For the purposes of the EEA Agreement, point 4 adapts Article 7(1) of the Directive by replacing the
term in the Community' with the words in a Contracting Party'.

10. Article 91(1) of Council Regulation (EEC) No 2913/92 of 12 October 1992 establishing the
Community Customs Code (OJ 1992 L 302, p. 1) (the Customs Code') provides:

The external transit procedure shall allow the movement from one point to another within the customs
territory of the Community of:

(a) non-Community goods, without such goods being subject to import duties and other charges or to
commercial policy measures;

...'

11. Article 98(1) of the Customs Code states:

The customs warehousing procedure shall allow the storage in a customs warehouse of:

(a) non-Community goods, without such goods being subject to import duties or commercial policy
measures;

...'

12. Article 58 of the Customs Code states:

1. Save as otherwise provided, goods may at any time, under the conditions laid down, be assigned any
customs-approved treatment or use irrespective of their nature or quantity, or their country of origin,
consignment or destination.

2. Paragraph 1 shall not preclude the imposition of prohibitions or restrictions justified on grounds of... the
protection of industrial and commercial property.'

The main proceedings and the questions referred for a preliminary ruling

13. SmithKline Beecham and Beecham Group, which are companies established in the United Kingdom in
the GlaxoSmithKline group, are separate proprietors of the Aquafresh trade marks, which are Community
trade marks and trade marks registered at the Benelux Trade Marks Office, in particular for toothpastes.

14. In February 2002 Class International brought into the Community at Rotterdam a container load of
toothpaste products bearing the Aquafresh trade mark, bought from Kapex International,
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a South African undertaking.

15. SmithKline Beecham and Beecham Group (Beecham'), having been informed that those toothpaste
products could be counterfeit, had an attachment carried out in respect of the container on 5 March 2002.

16. An examination of the attached goods carried out in April 2002 showed that the goods were original
and not counterfeit.

17. Class International applied to the Rechtbank te Rotterdam for the release of the goods and for an
order against Beecham for damages for the harm it believed it had suffered.

18. Those applications were rejected by order of 24 May 2002.

19. Class International appealed against that decision to the Gerechtshof te 's-Gravenhage (Regional Court
of Appeal, The Hague).

20. It claimed before that court that the attached goods were not imported but were in transit.

21. The Gerechtshof observes that it has not been shown that there was already a purchaser for the goods
when they entered the Netherlands or at the time when the goods were attached. It considers that it is
possible that the first purchaser will be established in the EEA. It states that several pleas raised before it
concern the question whether the temporary storage in a customs warehouse of original goods with
customs status T 1 and/or the transit of those goods to countries outside the EEA should be regarded as
use of the trade mark.

22. The Gerechtshof te 's-Gravenhage considered that the interpretation of Article 5(1) and (3)(b) and (c)
of the Directive and Article 9(1) and (2)(b) and (c) of the Regulation was necessary to decide the case
and decided to stay the proceedings and refer the following questions to the Court of Justice for a
preliminary ruling:

(1) May the proprietor of a trade mark oppose the (direct or indirect) introduction without his consent of
goods from third countries, bearing a trade mark within the meaning of [the Directive] and/or of [the
Regulation], into the territory of a Member State (in this case the territory of the Netherlands/Benelux
countries) in the context of transit or transit trade as referred to below?

(2) Does using a sign in the course of trade within the meaning of the opening words of Article 5(1) in
conjunction with Article 5(3)(b) and (c) of the Directive and the opening words of Article 9(1) in
conjunction with Article 9(2)(b) and (c) of [the Regulation] cover the storing, in a customs office or
warehouse within the territory of a Member State, of original branded goods (bearing a trade mark
within the meaning of [the Directive]), the [Benelux uniform trade mark law] and/or [the Regulation])
which have not been imported into the EEA by the trade mark proprietor or with his consent, which
come from outside the EEA and which have the customs status of non-Community goods (for example,
T1 or [accompanying administrative document])?

(3) Does it make any difference to the answers to Questions (1) and (2) whether or not, at the time of
entering the abovementioned territory, the final destination of those goods is specified, or that no
(purchase) agreement has or has yet been concluded with a customer in a third country in respect of
those goods?

(4) In the context of answering Questions (1), (2) and (3), is it relevant whether there are additional
circumstances, such as

(a) the circumstance that the trader, who is the owner of the goods in question or in any event is entitled
to dispose of them and/or engages in parallel trade, is established in one of the Member States;
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(b) the circumstance that those goods are being offered for sale or sold by the trader established in a
Member State, from that Member State, to another trader established in a Member State, whilst the
place of delivery is not (yet) specified;

(c) the circumstance that those goods are being offered for sale or sold by the trader established in a
Member State, from that Member State, to another trader established in a Member State, whilst the
place of delivery of the goods to be offered for sale or sold in that way is specified but the final
destination is not, whether or not with the express statement or contractual restriction that the goods
involved are non-Community (transit) goods;

(d) the circumstance that those goods are being offered for sale or sold by the trader established in a
Member State to a trader established outside the EEA, whilst the place of delivery and/or final
destination of the goods may or may not be specified;

(e) the circumstance that those goods are being offered for sale or sold by the trader established in a
Member State to a trader established outside the EEA, who the (parallel) trader knows or has serious
reason to suppose will resell or supply the goods in question to ultimate consumers within the EEA?

(5) Must the term offering in the provisions referred to in Question (1) be construed as also meaning the
offering (for sale) of original branded goods (bearing a trade mark within the meaning of the directive,
the [Benelux uniform trade mark law] and/or [the Regulation]) which are stored in a customs office or
warehouse within the territory of a Member State, which have not been introduced into the EEA by the
trade mark proprietor or with his consent, which come from outside the EEA and which have the status
of non-Community goods (for example, T1 or [accompanying administrative document]), in the
circumstances set out above in Questions (3) and (4)?

(6) With which of the parties does the burden of proof rest as regards the acts mentioned above under (1),
(2) and (5)?'

The questions referred for a preliminary ruling

Preliminary observations

23. Taking account of the amendment made to Article 7(1) of the Directive by the EEA Agreement, and
by way of description of the situation of the trade mark proprietor as regards the rule of exhaustion of the
exclusive rights conferred by Article 5 of the Directive, the questions are raised in reference to goods
coming from outside the EEA and introduced into the EEA.

24. They are also raised in reference to the external transit procedure and the customs warehousing
procedure, suspensive procedures provided for by the Customs Code.

25. It must be observed that, although the Directive is referred to in Annex XVII to the EEA Agreement
under the common rules applicable therein, the Regulation was not inserted into that Annex following its
adoption.

26. In addition, it must be noted that the Customs Code does not apply, outside the Community, in the
States of the European Free Trade Association which are Contracting Parties to the EEA, which has
introduced a free trade area and not a customs union.

27. In the light of those observations, and since the outcome of the case in the main proceedings, in view
of the facts set out by the national court, does not require the territory of the EEA to be taken into
account, reference will be made only to the territory of the Community in the rest of this judgment and in
the Court's answers.

Whether the trade mark proprietor may prevent the introduction into the Community, under the external
transit procedure or the customs warehousing procedure, of original goods bearing the mark
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28. By its first question, concerning external transit, and its second question the national court asks,
essentially, whether Article 5(1) and (3)(c) of the Directive and Article 9(1) and (2)(c) of the Regulation
must be interpreted as meaning that the trade mark proprietor is entitled to oppose the introduction into
the Community, under the external transit procedure or the customs warehousing procedure, of original
goods bearing that mark which had not already been put on the market in the Community previously by
that proprietor or with his consent. Further, by its third question, which should be examined with the first
part of the first question and the second question, the referring court seeks to ascertain whether the trade
mark proprietor may, at least, make the placing of the goods in question under the external transit
procedure or the customs warehousing procedure conditional on the existence, at the time of introduction
of those goods into the Community, of a final destination already specified in a third country, possibly
pursuant to a sale agreement.

Observations submitted to the Court

29. Class International claims that the placing of original goods under the external transit procedure or the
customs warehousing procedure does not constitute using [the sign] in the course of trade' within the
meaning of Article 5(1) of the Directive and Article 9(1) of the Regulation which may be prevented by
the proprietor under those provisions. The rule of exhaustion of the exclusive rights of the trade mark
proprietor, provided for in Article 7(1) of the Directive and 13(1) of the Regulation, has the sole objective
of according that proprietor territorial exclusivity for the initial marketing of its goods in the Community.
However, placing goods under the external transit procedure or the customs warehousing procedure does
not constitute marketing those goods in the Community.

30. In any event, the trade mark proprietor cannot make entry for those procedures conditional on the
existence of a final destination already specified in a third country. If such a condition could be imposed,
the transit of trademarked goods, which has existed since the trade marks themselves exist, would be
rendered impossible or very difficult, a result which the legislature could certainly not have intended to
arrive at through the combined effect of trade mark provisions.

31. Beecham submits that the trade mark proprietor can oppose the introduction into the Community of
original goods bearing his mark under the external transit procedure or the customs warehousing
procedure. It states that Article 58(2) of the Customs Code reserves the application of prohibitions or
restrictions justified on grounds of the protection of industrial and commercial property. The fact that the
goods are not yet in free circulation within the meaning of Article 24 EC is irrelevant. In any event, the
risk that goods placed under the external transit procedure or the customs warehousing procedure will be
released for free circulation is very real and permanent. Importing' within the meaning of Article 5(3)(c) of
the Directive and Article 9(2)(c) of the Regulation in fact corresponds to the physical introduction of
goods into the Community and must be distinguished from importing' for customs law purposes. Whether,
at the time of introduction of the goods, the final destination of those goods is specified or not is of no
relevance.

32. The Commission of the European Communities takes the view that importing' within the meaning of
Article 5(3)(c) of the Directive and Article 9(2)(c) of the Regulation covers importing with a view to
marketing the goods within the Community. That conclusion is consistent with the definition of goods in
free circulation laid down in Article 24 EC. In the absence of release for free circulation, the trade mark
proprietor could not therefore generally oppose the introduction of original goods under the external transit
procedure or the customs warehousing procedure.

The Court's answer

33. Article 7(1) of the Directive and Article 13(1) of the Regulation limit exhaustion of the rights
conferred on the proprietor of a trade mark to cases where goods are put on the market in
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the Community. They allow the proprietor to market his products outside the Community without thereby
exhausting his rights within it. By making it clear that putting goods on the market outside the
Community does not exhaust the proprietor's right to oppose the importation of those goods without his
consent, the Community legislature has thus allowed the trade mark proprietor to control the initial
marketing in the Community of goods bearing the mark (see, in particular, on the subject of the Directive
and with reference to the territory of the EEA, Joined Cases C-414/99 Zino Davidoff and Levi Strauss
[2001] ECR I8691, paragraph 33).

34. Importing' within the meaning of Article 5(3)(c) of the Directive and Article 9(2)(c) of the
Regulation, which the trade mark proprietor may oppose in so far as it entails using [the mark] in the
course of trade' within the meaning of Article 5(1) of the Directive and Article 9(1) of the Regulation,
therefore requires introduction of those goods into the Community for the purposes of putting them on the
market therein.

35. The putting on the market in the Community of goods coming from a third country is subject to their
release for free circulation within the meaning of Article 24 EC.

36. Entry of non-Community goods for customs procedures such as external transit or customs
warehousing is distinguishable from placing them under the customs procedure of release for free
circulation, which, pursuant to the first paragraph of Article 79 of the Customs Code, confers on
non-Community goods the customs status of Community goods.

37. Pursuant to Article 37(2) of the Customs Code, non-Community goods subject to the external transit
procedure or the customs warehousing procedure remain under customs supervision until, in particular,
their customs status is changed to Community goods. In accordance with Article 91(1)(a) and Article
98(1)(a) of the Customs Code, they are not subject to import duties or to commercial policy measures. In
fact, goods coming from third countries and placed under the external transit procedure generally pass
through one or more Member States then to be dispatched to a third country. As for non-Community
goods placed under the customs warehousing procedure, they are generally stored in Community customs
territory while awaiting a final destination, which is not necessarily known at the time of storage.

38. On the other hand, non-Community goods released for free circulation become Community goods.
They gain the benefit of the free movement of goods pursuant to Article 23(2) EC. In accordance with
Article 24 EC and the second paragraph of Article 79 of the Customs Code, they must be covered by
formalities in respect of the importation of goods and give rise to the levy of customs duties and, where
necessary, the application of commercial policy measures.

39. Article 48 of the Customs Code provides that non-Community goods presented to customs are to be
assigned a customs-approved treatment or use authorised for such non-Community goods.

40. Under Article 4(15) and (16), Article 37(2) and Article 182 of the Customs Code, that
customs-approved treatment or use means:

- the placing of goods under a customs procedure, for example release for free circulation, transit or
customs warehousing;

- their entry into a free zone or free warehouse;

- their re-exportation from the customs territory of the Community;

- their destruction;

- their abandonment to the Exchequer.

41. Article 58(1) of the Customs Code states that goods may at any time be assigned any
customs-approved treatment or use irrespective of their nature or quantity, or their country of origin,
consignment
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or destination.

42. It is therefore apparent that non-Community goods placed under the external transit procedure or the
customs warehousing procedure may at any time be assigned another customs-approved treatment or use.
They may, in particular, be placed under another customs procedure, where appropriate that of release for
free circulation, or else be re-exported outside the territory of the Community.

43. Release for free circulation, a requirement for putting goods on the market in the Community, is
therefore only one of the options open to the trader who brings goods into the Community customs
territory.

44. As long as that option is not chosen and the requirements of the customs-approved treatment or use,
other than release for free circulation, under which the goods have been placed are satisfied, the mere
physical introduction of those goods into the territory of the Community is not importing' within the
meaning of Article 5(3)(c) of the Directive and Article 9(2)(c) of the Regulation and does not entail using
[the mark] in the course of trade' within the meaning of Article 5(1) and Article 9(1) respectively.

45. The trade mark proprietor cannot therefore oppose that introduction pursuant to those provisions or
make it conditional on the existence of a final destination already specified in a third country, possibly
pursuant to a sale agreement.

46. That conclusion is not called into question by Article 58(2) of the Customs Code, under which the
choice by the trader concerned of customs-approved treatment or use is not to preclude the imposition of
prohibitions or restrictions justified on grounds of, inter alia, the protection of industrial and commercial
property.

47. The saving provision in question is only for cases in which the customs-approved treatment or use
would adversely affect industrial and commercial property rights. Placing non-Community goods under a
suspensive customs procedure does not make it possible for them to be put on the market in the
Community in the absence of release for free circulation. In the field of trade marks, such placing of
original goods bearing a mark is not therefore, per se, interference with the right of its proprietor to
control the initial marketing in the Community.

48. Finally, the contention that there is a real and permanent risk that goods placed under the external
transit procedure or the customs warehousing procedure will be released for free circulation is not
conclusive for the answer to be given to the question under consideration.

49. An operator may also, at any time, release for free circulation non-Community goods from the time
when they enter the customs territory, without placing them under a suspensive procedure beforehand.

50. The answer to the first part of the first question and the second and third questions must therefore be
that Article 5(1) and (3)(c) of the Directive and Article 9(1) and (2)(c) of the Regulation must be
interpreted as meaning that a trade mark proprietor cannot oppose the mere entry into the Community,
under the external transit procedure or the customs warehousing procedure, of original goods bearing that
mark which had not already been put on the market in the Community previously by that proprietor or
with his consent. The trade mark proprietor cannot make the placing of the goods at issue under the
external transit procedure or the customs warehousing procedure conditional on the existence, at the time
of the introduction of those goods into the Community, of a final destination already specified in a third
country, possibly pursuant to a sale agreement.

Whether the trade mark proprietor may prohibit the offering for sale or the sale of original products placed
under the external transit procedure or the customs warehousing procedure

51. By the second part of the first question and the fourth and fifth questions, which should be examined
together, the national court asks, essentially, whether offering' and putting on the
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market' the goods within the meaning of Article 5(3)(b) of the Directive and Article 9(2)(b) of the
Regulation can include, respectively, offering and selling original goods bearing a trade mark and having
the customs status of non-Community goods, when the offering is made and/or the sale is effected while
the goods are placed under the external transit procedure or the customs warehousing procedure. If so, it
seeks to ascertain in what circumstances the trade mark proprietor can oppose such offering or sale.

Observations submitted to the Court

52. Class International claims that offering for sale non-Community goods, whether or not they are
located in the Community, is not to be considered to be using the trade mark in the course of trade when
it does not have the objective or effect of putting those goods on the market in the Community. Offering
for sale cannot therefore be prevented by the trade mark proprietor on the sole ground that it is done
while the goods are placed under the external transit procedure or the customs warehousing procedure. The
trade mark proprietor can plead interference with his exclusive rights, notwithstanding the customs status
of the non-Community goods covering the disputed products, only if he proves facts supporting the
conclusion that the manifest objective of the trader being sued is to put those goods on the market in the
Community. In that respect, the circumstances referred to by the national court in its fourth question are
not conclusive.

53. Beecham submits that offering for sale original goods having the status of non-Community goods
placed under the customs warehousing procedure comes within Article 5(3)(b) of the Directive and Article
9(2)(b) of the Regulation. The trade mark proprietor can therefore oppose such offering. None of the cases
referred to in the fourth question is capable of changing that analysis.

54. The Commission takes the view that the offering for sale under discussion does not necessarily come
within Article 5(3)(b) of the Directive and Article 9(2)(b) of the Regulation. The goods may be offered to
a potential purchaser who it is virtually certain will not market them in the Community. An infringement
of the Directive or the Regulation results only from a situation in which the goods are offered for sale to
a purchaser who, in all likelihood, will release them for free circulation and market them in the
Community. The factual circumstances referred to in the fourth question could be relevant. However, it is
for the national court to weigh them up and determine if it is proven that the goods will not be released
for free circulation in the Community.

The Court's answer

55. As is clear from paragraph 44 of this judgment, non-Community goods placed under the external
transit procedure or the customs warehousing procedure are not regarded as imported' for the purposes of
Article 5(3)(c) of the Directive and Article 9(2)(c) of the Regulation.

56. Such goods may be the subject of offering for sale or sales to a third country.

57. In those situations, when the goods are original goods bearing a trade mark, the trade mark
proprietor's right to control the initial marketing in the Community is not adversely affected.

58. On the other hand, if the offering or the sale necessarily entails putting goods bearing the mark on
the market in the Community, the exclusive rights conferred on the proprietor of that mark by Article 5(1)
of the Directive and Article 9(1) of the Regulation have been adversely affected, regardless of the place in
which the addressee of the offer or the purchaser is established and irrespective of the provisions of the
contract ultimately concluded regarding any restrictions on resale or the customs status of the goods. The
offering or the sale is then using [the mark] in the course of trade' within the meaning of Article 5(1) of
the Directive and Article 9(1) of the Regulation. It follows that the trade mark proprietor may oppose it
pursuant to Article 5(3)(b) of the Directive and Article 9(2)(b) of the Regulation.
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59. The likelihood that the goods will be put on the market in the Community cannot, however, be
assumed on the sole basis of the fact, referred to or implied in paragraphs (a) and (e) of the national
court's fourth question, that the owner of the goods, the addressee of the offer or the purchaser engage in
parallel trade. Other evidence must prove that the offering or the sale necessarily entails putting on the
market in the Community the specific goods at issue.

60. In addition, the trade mark proprietor can assert its right of prohibition only against the trader who
puts or is preparing to put non-Community goods bearing that mark on the market in the Community, or
else offers or sells those goods to another trader who is bound to put them on the market in the
Community. He cannot rely on his right against a trader who offers or sells those goods to another trader
on the sole ground that that trader is likely then to put them on the market in the Community, a situation
envisaged by subparagraph (e) of the national court's fourth question.

61. The answer to the second part of the first question and the fourth and fifth questions must therefore
be that offering' and putting on the market', within the meaning of Article 5(3)(b) of the Directive and
Article 9(2)(b) of the Regulation, may include, respectively, the offering and sale of original goods bearing
a trade mark and having the customs status of non-Community goods, when the offering is done and/or
the sale is effected while the goods are placed under the external transit procedure or the customs
warehousing procedure. The trade mark proprietor may oppose the offering or the sale of such goods when
it necessarily entails the putting of those goods on the market in the Community.

The onus of proof

62. Having regard to the answers to the first five questions, it must be stated that, by its sixth question,
the national court asks, essentially, which party has the burden, in a situation such as that at issue in the
main proceedings, of proving the facts which would give grounds for exercising the right of prohibition
provided for in Article 5(3)(b) and (c) and Article 9(2)(b) and (c) of the Regulation.

Observations submitted to the Court

63. Class International asserts that the trade mark proprietor who claims that the offering or sale
transactions are unlawful must prove those facts.

64. Beecham contends that the trade mark proprietor must only prove interference with the mark. For that
purpose, he must prove that he is the proprietor of the mark, that the goods come from outside the
Community and that they have been brought into the territory of the Community. It is then for the trader
against whom the interference is alleged to prove either that he has obtained the proprietor's authorisation
or that he has not used the mark in the course of trade and is not likely to do so.

65. The Commission submits that the issue of the onus of proof is not resolved either by the Directive or
by the Regulation. Concerning the Directive, it notes that, according to the 10th recital in the preamble
thereto, the ways in which likelihood of confusion may be established, and in particular the onus of proof,
are a matter for national procedural rules which are not prejudiced by the Directive'. It also notes that,
according to the eighth recital, concerning conflicts between marks, it is up to the Member States to
establish the applicable rules of procedure'.

66. As regards the consent of the trade mark proprietor to importation of non-Community goods into the
Community, it follows clearly from the case-law that it is for the trader being sued to prove it (Zino
Davidoff and Levi Strauss , cited above, paragraphs 53 and 54). If he did not allege the consent of the
proprietor, the trader sued would have to show before the national court that the purpose of entry of the
goods was not to market them in the Community and that it was
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only a logical step in the transportation of those goods to a third country. The Commission remarks,
however, that the establishment of requirements which are too strict regarding the proof which the trader
sued should provide could render illusory his right to use the Community as a territory of transit.

The Court's answer

67. In the main proceedings, the national court considers that it has not been shown that there was
already a purchaser for the goods when they entered the Netherlands or on the date of their attachment.

68. In a case such as the one referred to, the goods are lawfully under the external transit procedure or
the customs warehousing procedure.

69. As long as the conditions of those suspensive procedures are complied with, the situation of the
trader concerned is, in principle, lawful.

70. In that regard, the issue of proof is raised when a dispute arises, that is to say, when the trade mark
proprietor pleads interference with the exclusive rights conferred on it by Article 5(1) of the Directive and
Article 9(1) of the Regulation.

71. The interference which may be pleaded consists either in the release for free circulation of the goods
or an offering or sale of those goods which necessarily entails putting them on the market in the
Community. �

72. Interference is the condition for the exercise of the right of prohibition provided for in Article 5(3)(b)
and (c) of the Directive and Article 9(2)(b) and (c) of the Regulation.

73. In respect of the issue of the onus of proving that interference, it must be pointed out, first, that if it
were a matter for the national laws of the Member States, the consequence for trade mark proprietors
could be that protection would vary according to the legal system concerned. The objective of the same
protection under the legal systems of all the Member States' set out in the ninth recital in the preamble to
the Directive, where it is described as fundamental, would not be attained (see, on the subject of the
Directive, Zino Davidoff and Levi Strauss , cited above, paragraphs 41 and 42).

74. It must then be stated that, in a situation such as the one in the main proceedings, the onus of
proving interference must lie with the trade mark proprietor who alleges it. If that is proven, it is then for
the trader sued to prove the existence of the consent of the proprietor to the marketing of the goods in the
Community (see, on the subject of the Directive, Zino Davidoff and Levi Strauss , cited above,
paragraph 54).

75. The answer to the sixth question must therefore be that, in a situation such as the one at issue in the
main proceedings, it is for the trade mark proprietor to prove the facts which would give grounds for
exercising the right of prohibition provided for in Article 5(3)(b) and (c) of the Directive and Article
9(2)(b) and (c) of the Regulation, by proving either release for free circulation of the non-Community
goods bearing his mark or an offering or sale of the goods which necessarily entails their being put on the
market in the Community.

Costs

76. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.
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Judgment of the Court (Second Chamber)
of 7 July 2005

Société des produits Nestlé SA v Mars UK Ltd. Reference for a preliminary ruling: Court of
Appeal (England &amp; Wales) (Civil Division) - United Kingdom. Trade marks - Directive

89/104/EEC - Absence of distinctive character - Distinctive character acquired through use - Use as
part of or in conjunction with a registered trade mark. Case C-353/03.

In Case C-353/03,

REFERENCE to the Court under Article 234 EC by the Court of Appeal (England and Wales) (Civil
Division) (United Kingdom), made by decision of 25 July 2003, received at the Court on 18 August 2003,
in the proceedings

Société des produits Nestlé SA

v

Mars UK Ltd,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans, President of the Chamber, R. Silva de Lapuerta, C. Gulmann
(Rapporteur), P. Kris and G. Arestis, Judges,

Advocate General: J. Kokott,

Registrar: L. Hewlett, Principal Administrator,

having regard to the written procedure and following the hearing on 20 January 2005,

after considering the observations submitted on behalf of:

- Société des produits Nestlé SA, by J. Mutimear, Solicitor, and H. Carr QC,

- Mars UK Ltd, by V. Marsland, Solicitor, and M. Bloch QC,

- the United Kingdom Government, by E. O'Neill, acting as Agent, and M. Tappin, Barrister,

- the Irish Government, by D.J. O'Hagan, acting as Agent,

- the Commission of the European Communities, by N.B. Rasmussen and M. Shotter, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on 27 January 2005,

gives the following

Judgment

1. This request for a preliminary ruling concerns the interpretation of Articles 3(3) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1, hereinafter the directive') and Article 7(3) of Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

2. It arises in the context of a dispute between Société des produits Nestlé SA (Nestlé') and Mars UK Ltd
(Mars') concerning the application by Nestlé for the registration as a mark of a part of a slogan
constituting a registered mark of which that company is already the owner.

Legal framework

3. Under Article 2 of the directive a trade mark may consist of any sign capable of being represented
graphically, particularly words, including personal names, designs, letters, numerals, the shape
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of goods or of their packaging, provided that such signs are capable of distinguishing the goods or
services of one undertaking from those of other undertakings'.

4. Article 3 of the directive entitled Grounds for refusal or invalidity' is worded as follows:

1. The following shall not be registered or if registered shall be liable to be declared invalid:

...

(b) trade marks which are devoid of any distinctive character;

...'

3. A trade mark shall not be refused registration or be declared invalid in accordance with paragraph
1(b)... if, before the date of application for registration and following the use which has been made of it,
it has acquired a distinctive character....'

5. Article 4 and Article 7(1)(b) and (3) of the regulation are worded in terms which are essentially
identical to the terms of Article 2 and Article 3(1)(b) and (3) of the directive.

Main proceedings and question referred

6. Both the slogan Have a break... Have a Kit Kat' and the name KIT KAT are marks registered in the
United Kingdom in Class 30, as defined by the Nice Agreement Concerning the International Classification
of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as amended and
revised, that is to say for chocolate, chocolate products, confectionery, candy and biscuits.

7. On 28 March 1995 Nestlé, the proprietor of those two marks, applied for registration in the United
Kingdom of the words HAVE A BREAK as a mark in respect of Class 30.

8. That application was opposed by Mars which relied in particular on Article 3(1)(b) of the directive.

9. On 31 May 2002 the opposition was upheld on the basis of that provision and the application for
registration was rejected.

10. Nestlé appealed to the High Court of Justice of England and Wales, Chancery Division. The appeal
was rejected by decision dated 2 December 2002.

11. Nestlé appealed against that decision to the Court of Appeal (England and Wales) (Civil Division).

12. The Court of Appeal considers, in light of the evidence in the dispute before it, that the expression
HAVE A BREAK' is devoid of inherent distinctive character and that, consequently, the provisions of
Article 3(1)(b) of the directive, as a matter of principle, preclude its registration as a mark.

13. It considers that registration may therefore occur only on the basis of Article 3(3) of the directive,
subject to proof of distinctive character acquired through use.

14. It points out that the application for registration was rejected on the ground that the phrase HAVE A
BREAK' was essentially used as part of the registered mark HAVE A BREAK... HAVE A KIT KAT and
not, genuinely, as an independent trade mark.

15. It states that, according to Nestlé, that view of the matter could have serious consequences for
operators seeking to register marks comprising shapes since such marks are seldom used by themselves.

16. It considers that a slogan-like phrase associated with a trade mark may, by repetition over time, create
a separate and independent impression and thus acquire distinctive character through use.
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17. Under those circumstances the Court of Appeal (England and Wales) (Civil Division) decided to stay
the proceedings and refer the following question to the Court for a preliminary ruling:

May the distinctive character of a mark referred to in Article 3(3) of [the directive] and Article 7(3) of
[the regulation] be acquired following or in consequence of the use of that mark as part of or in
conjunction with another mark?'

The question referred

18. In light of the indications contained in the order for reference, the question raised must be understood
as seeking only an interpretation of the directive, since the regulation is not applicable to the facts of the
main dispute.

19. By its question the referring court is essentially asking whether the distinctive character of a mark
referred to in Article 3(3) of the directive may be acquired in consequence of the use of that mark as part
of or in conjunction with a registered trade mark.

20. Nestlé and the Irish Government consider that the distinctive character of a mark may, under Article
3(3) of the directive, be acquired following use of that mark as part of or in conjunction with another
mark.

21. Mars, the United Kingdom Government and the Commission of the European Communities consider
that a mark cannot acquire a distinctive character solely in consequence of use as part of a composite
mark. Conversely, Mars and the Commission acknowledge that a mark may acquire a distinctive character
in consequence of use in conjunction with another mark. In the United Kingdom Government's view,
distinctive character may also be acquired through use of the mark as a physical component.

22. In that regard it should be pointed out that, under Article 2 of the directive, a mark has distinctive
character when it is capable of distinguishing the goods or services of one undertaking from those of other
undertakings.

23. Under Article 3(1)(b) of the directive a mark devoid of any distinctive character may not be registered
or, if registered, is liable to be declared invalid.

24. However, the provision mentioned in the preceding paragraph is rendered inapplicable if, before the
date of application for registration and following the use which has been made of the mark, it has
acquired a distinctive character.

25. Whether inherent or acquired through use, distinctive character must be assessed in relation, on the one
hand, to the goods or services in respect of which registration is applied for and, on the other, to the
presumed expectations of an average consumer of the category of goods or services in question, who is
reasonably well-informed and reasonably observant and circumspect (judgment in Case C-299/99 Philips
[2002] ECR I-5475, paragraphs 59 and 63).

26. In regard to acquisition of distinctive character through use, the identification, by the relevant class of
persons, of the product or service as originating from a given undertaking must be as a result of the use
of the mark as a trade mark (judgment in Philips , paragraph 64).

27. In order for the latter condition, which is at issue in the dispute in the main proceedings, to be
satisfied, the mark in respect of which registration is sought need not necessarily have been used
independently.

28. In fact Article 3(3) of the directive contains no restriction in that regard, referring solely to the use
which has been made' of the mark.

29. The expression use of the mark as a trade mark' must therefore be understood as referring solely to
use of the mark for the purposes of the identification, by the relevant class of persons, of
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the product or service as originating from a given undertaking.

30. Yet, such identification, and thus acquisition of distinctive character, may be as a result both of the
use, as part of a registered trade mark, of a component thereof and of the use of a separate mark in
conjunction with a registered trade mark. In both cases it is sufficient that, in consequence of such use, the
relevant class of persons actually perceive the product or service, designated exclusively by the mark
applied for, as originating from a given undertaking.

31. The matters capable of demonstrating that the mark has come to identify the product or service
concerned must be assessed globally and, in the context of that assessment, the following items may be
taken into consideration: the market share held by the mark; how intensive, geographically widespread and
long-standing use of the mark has been; the amount invested by the undertaking in promoting the mark;
the proportion of the relevant class of persons who, because of the mark, identify goods as originating
from a particular undertaking; and statements from chambers of commerce and industry or other trade and
professional associations (judgment in Joined Cases C-108/97 and C109/97 Windsurfing Chiemsee [1999]
ECR I-2779, paragraphs 49 and 51).

32. In the final analysis, the reply to the question raised must be that the distinctive character of a mark
referred to in Article 3(3) of the directive may be acquired in consequence of the use of that mark as part
of or in conjunction with a registered trade mark.

Costs

33. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Second Chamber) hereby rules:

The distinctive character of a mark referred to in Article 3(3) of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks may be acquired in
consequence of the use of that mark as part of or in conjunction with a registered trade mark.
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Judgment of the Court (Third Chamber)
of 17 March 2005

The Gillette Company and Gillette Group Finland Oy v LA-Laboratories Ltd Oy. Reference for a
preliminary ruling: Korkein oikeus - Finland. Trade marks - Directive 89/104/EEC - Article 6(1)(c) -

Limitations on the protection conferred by the trade mark - Use by a third party where it is
necessary to indicate the intended purpose of a product or service. Case C-228/03.

In Case C-228/03,

REFERENCE for a preliminary ruling under Article 234 EC by the Korkein oikeus (Finland), by decision
of

23 May 2003

, received at the Court on

26 May 2003

, in the proceedings

The Gillette Company,

Gillette Group Finland Oy

v

LA-Laboratories Ltd Oy,

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, A. Borg Barthet, S. von Bahr, U. Lohmus and A. O
Caoimh (Rapporteur), Judges,

Advocate General: A. Tizzano,

Registrar: R. Grass,

having regard to the written procedure and following the hearing on

21 October 2004,

after considering the observations submitted on behalf of:

- The Gillette Company and Gillette Group Finland Oy, by R. Hilli and T. Groop, asianajajat,

- LA-Laboratories Ltd Oy, by L. Latikka, hallituksen puheenjohtaja,

- the Finnish Government by T. Pynnä, acting as Agent,

- the United Kingdom Government, by C. Jackson, acting as Agent, assisted by M. Tappin, Barrister,

- the Commission of the European Communities by M. Huttunen and N.B. Rasmussen, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on

9 December 2004,

gives the following

Judgment

Costs

54. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the referring court, the decision on costs is a matter for that court. The costs
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incurred in submitting observations to the Court, other than those of the said parties, are not recoverable.

On those grounds, the Court (Third Chamber) hereby rules:

1. The lawfulness or otherwise of the use of the trade mark under Article 6(1)(c) of the First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks depends on whether that use is necessary to indicate the intended purpose of a product.

Use of the trade mark by a third party who is not its owner is necessary in order to indicate the intended
purpose of a product marketed by that third party where such use in practice constitutes the only means of
providing the public with comprehensible and complete information on that intended purpose in order to
preserve the undistorted system of competition in the market for that product.

It is for the national court to determine whether, in the case in the main proceedings, such use is
necessary, taking account of the nature of the public for which the product marketed by the third party in
question is intended.

Since Article 6(1)(c) of Directive 89/104 makes no distinction between the possible intended purposes of
products when assessing the lawfulness of the use of the trade mark, the criteria for assessing the
lawfulness of the use of the trade mark with accessories or spare parts in particular are thus no different
from those applicable to other categories of possible intended purposes for the products.

2. The condition of honest use' within the meaning of Article 6(1)(c) of Directive 89/104, constitutes in
substance the expression of a duty to act fairly in relation to the legitimate interests of the trade mark
owner.

The use of the trade mark will not be in accordance with honest practices in industrial and commercial
matters if, for example:

- it is done in such a manner as to give the impression that there is a commercial connection between the
third party and the trade mark owner;

- it affects the value of the trade mark by taking unfair advantage of its distinctive character or repute;

- it entails the discrediting or denigration of that mark;

- or where the third party presents its product as an imitation or replica of the product bearing the trade
mark of which it is not the owner.

The fact that a third party uses a trade mark of which it is not the owner in order to indicate the intended
purpose of the product which it markets does not necessarily mean that it is presenting it as being of the
same quality as, or having equivalent properties to, those of the product bearing the trade mark. Whether
there has been such presentation depends on the facts of the case, and it is for the referring court to
determine whether it has taken place by reference to the circumstances.

Whether the product marketed by the third party has been presented as being of the same quality as, or
having equivalent properties to, the product whose trade mark is being used is a factor which the referring
court must take into consideration when it verifies that that use is made in accordance with honest
practices in industrial or commercial matters.

3. Where a third party that uses a trade mark of which it is not the owner markets not only a spare part
or an accessory but also the product itself with which the spare part or accessory is intended to be used,
such use falls within the scope of Article 6(1)(c) of Directive 89/104 in so far as it is necessary to
indicate the intended purpose of the product marketed by the latter and is made in accordance with honest
practices in industrial and commercial matters.
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1. This reference for a preliminary ruling concerns the interpretation of Article 6(1)(c) of the First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1).

2. The reference was made in a dispute between, on the one hand, The Gillette Company and Gillette
Group Finland Oy (Gillette Company', Gillette Group Finland' and, collectively, the Gillette companies')
and, on the other, LALaboratories Ltd Oy (LALaboratories'), concerning the latter's use of the Gilette and
Sensor marks on the packaging of its products.

Legal background

Community provisions

3. According to the first recital in the preamble to Directive 89/104, the trade mark laws at present
applicable in the Member States contain disparities which may impede the free movement of goods and
freedom to provide services and may distort competition within the common market. According to that
recital, it is therefore necessary, in view of the establishment and functioning of the internal market, to
approximate the laws of Member States. The third recital states that it does not appear to be necessary at
present to undertake full-scale approximation of the trade mark laws of the Member States.

4. The 10th recital of the directive states, inter alia, that the aim of the protection conferred by the
registered trade mark is in particular to guarantee the trade mark as an indication of origin.

5. Article 5(1) of the directive provides:

The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and the
trade mark.'

6. Article 5(3)(a) and (b) of Directive 89/104 provide:

The following, inter alia, may be prohibited under paragraphs l and 2:

a) affixing the sign to the goods or to the packaging thereof;

b) offering the goods, or putting them on the market or stocking them for these purposes...'

7. Article 6 of that directive, headed Limitation of the effects of a trade mark' provides:

1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

...

c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in
particular as accessories or spare parts;

provided he uses them in accordance with honest practices in industrial or commercial matters.

...'
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8. Council Directive 84/450/EEC of 10 September 1984 relating to the approximation of the laws,
regulations and administrative provisions of the Member States concerning misleading advertising (OJ 1984
L 250, p. 17), as amended by Directive 97/55/EC of the European Parliament and of the Council of 6
October 1997 (JO 1997 L 290, p. 18) is designed, according to Article 1 thereof, to protect consumers,
persons carrying on a trade or business or practising a craft or profession and the interests of the public in
general against misleading advertising and the unfair consequences thereof and to lay down the conditions
under which comparative advertising is permitted.

9. According to Article 3a(1) of that directive:

Comparative advertising shall, as far as the comparison is concerned, be permitted when the following
conditions are met:

...

d) it does not create confusion in the market place between the advertiser and a competitor or between the
advertiser's trade marks, trade names, other distinguishing marks, goods or services and those of a
competitor;

e) it does not discredit or denigrate the trade marks, trade names, other distinguishing marks, goods,
services, activities, or circumstances of a competitor;

...

g) it does not take unfair advantage of the reputation of a trade mark, trade name or other distinguishing
marks of a competitor or of the designation of origin of competing products;

h) it does not present goods or services as imitations or replicas of goods or services bearing a protected
trade mark or trade name.'

National provisions

10. In Finland, trade mark law is governed by the tavaramerkkilaki (Law on Trade Marks) (7/1964) of 10
January 1964, as amended by Law No 39/1993 of 25 January 1993 (the tavaramerkkilaki').

11. Article 4(1) of the tavaramerkkilaki, concerning the content of the exclusive rights of the trade mark
owner, provides:

The right under Articles 1 to 3 of this law to affix a distinctive sign on one's goods means that no one
other than the proprietor of the sign may, in the course of trade, use as a sign for his products references
which could create confusion, whether on the goods or their packaging, in advertising or business
documents or otherwise, including by word of mouth...'

12. According to Article 4(2):

It is regarded as unauthorised use for the purposes of the first subparagraph inter alia if a person, when
putting on the market spare parts, accessories or the like which are suited to a third party's product, refers
to that party's sign in a manner that is liable to create the impression that the product put on the market
originates from the proprietor of the sign or that the proprietor has agreed to the use of the sign.'

The dispute in the main proceedings and the questions referred

13. Gillette Company secured the registration in Finland of the trade marks Gillette and Sensor for
products falling within Class 8 of the Nice Agreement Concerning the International Classification of Goods
and Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended,
namely: hand tools and implements (hand-operated); cutlery; side arms; razors. Gillette Group Finland,
which holds the exclusive right to use those marks in Finland, has been marketing
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razors in that Member State, particularly razors composed of a handle and a replaceable blade and such
blades on their own.

14. LALaboratories also sells razors in Finland that are composed of a handle and a replaceable blade and
blades on their own similar to those marketed by Gilette Group Finland. Those blades are sold under the
mark Parason Flexor and their packaging has affixed to it a sticker with the words All Parason Flexor and
Gillette Sensor handles are compatible with this blade'.

15. The order for reference shows that LALaboratories was not authorised by a trade mark licence or any
other contract to use the marks of which Gillette Company is the proprietor.

16. The Gillette companies brought an action before the Helsingin käräjäoikeus (Finland) (Court of First
Instance of Helsinki) arguing that LALaboratories had infringed the registered marks Gillette and Sensor.
According to them, the practices of LALaboratories created a link in the mind of consumers between the
products marketed by the latter and those of the Gillette companies, or gave the impression that that
company was authorised, by virtue of a licence or for another reason, to use the Gillette and Sensor
marks, which was not the case.

17. In its judgment of 30 March 2000, the Helsingin käräjäoikeus held that, under Article 4(1) of the
tavaramerkkilaki, the Gillette companies held the exclusive right to affix the Gillette and Sensor marks to
their products and their packaging, and to use those marks in advertising. Therefore, by mentioning those
marks in an eye-catching manner on the packaging of its products, LALaboratories had infringed that
exclusive right. The Helsingin käräjäoikeus further held that Article 4(2) of the tavaramerkkilaki, which
provides for an exception to that principle of exclusivity, must be interpreted narrowly in the light of
Article 6(1)(c) of Directive 89/104. In its view, that provision does not relate to the essential parts of a
product but only to spare parts, accessories and other similar parts, which are compatible with the
manufactured product or marketed by another person.

18. That court held that both the handle and the blade were to be regarded as essential parts of the razor
and not as spare parts or accessories. It therefore held that the exception under Article 4(2) of the
tavaramerkkilaki did not apply. On those grounds, that court decided to prohibit LALaboratories from
pursuing or renewing the infringement of the Gillette companies' rights over the Gillette and Sensor marks,
and ordered that company, first, to remove and destroy the stickers used in Finland referring to those trade
marks, and, second, to pay the Gillette companies a total of FIM 30 000 in damages for the harm suffered
by them.

19. On appeal, the Helsingin hovioikeus (Court of Appeal of Helsinki), by a decision of 17 May 2001,
held, first, that, where a razor of the type currently at issue in the main proceedings was composed of a
handle and a blade, the consumer could replace that latter part by a new blade, sold separately. The latter,
being in substitution for a former part of the razor, could therefore be regarded as a spare part within the
meaning of Article 4(2) of the tavaramerkkilaki.

20. Secondly, that court held that the indication on the sticker affixed to the packaging of the razor blades
marketed by LALaboratories, to the effect that, besides being compatible with handles of the Parason
Flexor type, those blades were also compatible with handles marketed by the Gillette companies, could be
useful to the consumer and that LALaboratories might therefore be able to demonstrate the need to
mention the Gilette and Sensor trade marks on that sticker.

21. Thirdly, the Helsingin hovioikeus held that the packaging of razor blades marketed by LA-Laboratories
visibly bore the Parason and Flexor signs, unequivocally indicating the origin of the product. It further
held that the reference to the Gillette and Sensor marks in small standard lettering on stickers of a
relatively modest size affixed to the exterior of that packaging could not in any way have given the
impression that there was a commercial connection between the Gillette companies
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and LALaboratories, and that the latter had therefore referred to those marks in circumstances allowed by
Article 4(2) of the tavaramerkkilaki. The Helsingin hovioikeus therefore annulled the judgment of the
Helsingin käräjäoikeus and dismissed the action brought by the Gillette companies.

22. The Gillette companies appealed to the Korkein oikeus, which took the view that the case raised
questions as to the interpretation of Article 6(1)(c) of Directive 89/104 in relation to the criteria for
determining whether, by its nature, a product is or is not comparable to a spare part or an accessory, in
relation to the requirement that use of a mark belonging to another person must be necessary in order to
indicate the intended purpose of a product, and in relation to the concept of honest practices in industrial
or commercial matters, the interpretation of those provisions also having to take account of Directive
84/450.

23. In those circumstances, the Korkein oikeus decided to stay the proceedings and refer the following
questions to the Court of Justice for a preliminary ruling:

When applying Article 6(1)(c) of the First Council Directive 89/104/EEC to approximate the laws of the
Member States relating to trade marks:,

1) What are the criteria

a) on the basis of which the question of regarding a product as a spare part or accessory is to be decided,
and

b) on the basis of which those products to be regarded as other than spare parts and accessories which can
also fall within the scope of the said subparagraph are to be determined?

2) Is the permissibility of the use of a third party's trade mark to be assessed differently, depending on
whether the product is like a spare part or accessory or whether it is a product which can fall within the
scope of the said subparagraph on another basis?

3) How should the requirement that the use must be necessary to indicate the intended purpose of a
product be interpreted? Can the criterion of necessity be satisfied even though it would in itself be
possible to state the intended purpose without an express reference to the third party's trade mark, by
merely mentioning only for instance the technical principle of functioning of the product? What
significance does it have in that case that the statement may be more difficult for consumers to understand
if there is no express reference to the third party's trade mark?

4) What factors should be taken into account when assessing use in accordance with honest commercial
practice? Does mentioning a third party's trade mark in connection with the marketing of one's own
product constitute a reference to the fact that the marketer's own product corresponds, in quality and
technically or as regards its other properties, to the product designated by the third party's trade mark?

5) Does it affect the permissibility of the use of a third party's trade mark that the economic operator who
refers to the third party's trade mark also markets, in addition to a spare part or accessory, a product of
his own with which that spare part or accessory is intended to be used with?'

The first, second and third questions

24. In its first, second and third questions, which it will be convenient to examine together, the national
court essentially asks what criteria must be used in interpreting the requirement that use by a third party
of a trade mark of which he is not the owner must be necessary in order to indicate the intended purpose
of a product, within the meaning of Article 6(1)(c) of Directive 89/104. The court also asks, first,
according to what criteria products must be regarded as accessories or spare parts within the meaning of
that provision and, second, whether the criteria for assessing the lawfulness of the use of the trade mark in
relation to those latter products are different from
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those applicable to other products.

25. It should be noted as a preliminary point that trade mark rights are an essential element in the system
of undistorted competition which the EC Treaty seeks to establish and maintain. Under such a system, an
undertaking must be in a position to keep its customers by virtue of the quality of its products and
services, something which is possible only if there are distinctive marks which enable customers to
identify them (see, in particular, Case C-10/89 Hag [1990] ECR I3711, paragraph 13; Case C 517/99 Merz
&amp; Krell [2001] ECR I6959, paragraph 21, and Case C-206/01 Arsenal Football Club [2002] ECR
I10273, paragraph 47).

26. In that context, the essential function of a trade mark is to guarantee the identity of origin of the
marked goods or services to the consumer or end user by enabling him, without any possibility of
confusion, to distinguish the goods or services from others which have another origin. For the trade mark
to be able to fulfil its essential role in the system of undistorted competition which the Treaty seeks to
establish and maintain, it must offer a guarantee that all the goods or services bearing it have been
manufactured or supplied under the control of a single undertaking which is responsible for their quality
(see, in particular, Case 102/77 Hoffman-La Roche [1978] ECR 1139, paragraph 7, Case C-299/99 Philips
[2002] ECR I-5475, paragraph 30, and Arsenal Football Club , paragraph 48).

27. Article 5 of Directive 89/104 defines the [r]ights conferred by a trade mark', while Article 6 contains
rules on the [l]imitation of the effects of a trade mark'.

28. According to the first sentence of Article 5(1) of Directive 89/104, the registered trade mark confers
an exclusive right on its owner. In accordance with Article 5(1)(a), the holder of that exclusive right shall
be entitled to prevent all third parties not having his consent from using in the course of trade any sign
which is identical with the trade mark in relation to goods or services which are identical with those for
which the trade mark is registered. Article 5(3) of that directive sets out in a non-exhaustive way the types
of use which the owner may prohibit under Article 5(1).

29. It is important to note that, by limiting the effects of the rights which a trade mark owner derives
from Article 5 of Directive 89/104, Article 6 seeks to reconcile the fundamental interests of trade mark
protection with those of free movement of goods and freedom to provide services in the common market
in such a way that trade mark rights are able to fulfil their essential role in the system of undistorted
competition which the Treaty seeks to establish and maintain (see, in particular, Case C-63/97 BMW
[1999] ECR I-905, paragraph 62, and Case C-100/02 Gerolsteiner Brunnen [2004] ECR I-0000, paragraph
16).

30. Firstly, according to Article 6(1)(c) of Directive 89/104, the trade mark owner may not prohibit a third
party from using the mark in trade where it is necessary to indicate the intended purpose of a product or
service, in particular as accessories or spare parts.

31. It should be noted that that provision does not lay down criteria for determining whether a given
intended purpose of a product falls within its scope, but merely requires that use of the trade mark be
necessary in order to indicate such a purpose.

32. Moreover, since the intended purpose of the products as accessories or spare parts is cited only by
way of example, those doubtless being the usual situations in which it is necessary to use a trade mark in
order to indicate the intended purpose of a product, the application of Article 6(1)(c) of Directive 89/104
is, as the United Kingdom Government and the Commission of the European Communities have rightly
pointed out in their observations, not limited to those situations. Therefore, in the circumstances of the
main proceedings, it is not necessary to determine whether a product must be regarded as an accessory or
a spare part.
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33. Secondly, it should be noted, on the one hand, that the Court has already held that use of a trade
mark to inform the public that the advertiser is specialised in the sale, or that he carries out the repair and
maintenance, of products bearing that trade mark which have been marketed under that mark by its owner
or with his consent, constitutes a use indicating the intended purpose of a product within the meaning of
Article 6(1)(c) of Directive 89/104 (see BMW , paragraphs 54 and 58 to 63). That information is
necessary in order to preserve the system of undistorted competition in the market for that product or
service.

34. The same applies to the case in the main proceedings, the marks of which the Gillette Company is the
owner being used by a third party in order to provide the public with comprehensible and complete
information as to the intended purpose of the product which it markets, that is to say as to its
compatibility with the product which bears those trade marks.

35. In addition, it is sufficient to note that such use of a trade mark is necessary in cases where that
information cannot in practice be communicated to the public by a third party without use being made of
the trade mark of which the latter is not the owner (see, to that effect, BMW , paragraph 60). As the
Advocate General has pointed out in points 64 and 71 of his Opinion, that use must in practice be the
only means of providing such information.

36. In that respect, in order to determine whether other means of providing such information may be used,
it is necessary to take into consideration, for example, the possible existence of technical standards or
norms generally used for the type of product marketed by the third party and known to the public for
which that type of product is intended. Those norms, or other characteristics, must be capable of providing
that public with comprehensible and full information on the intended purpose of the product marketed by
that third party in order to preserve the system of undistorted competition on the market for that product.

37. It is for the national court to determine whether, in the circumstances of the case in the main
proceedings, use of the trade mark is necessary, taking account of the requirements refererred to in
paragraphs 33 to 36 of this judgment and of the nature of the public for which the product marketed by
LALaboratories is intended.

38. Thirdly, Article 6(1)(c) of Directive 89/104 makes no distinction between the possible intended
purposes of products when assessing the lawfulness of the use of a trade mark. The criteria for assessing
the lawfulness of the use of a trade mark with accessories or spare parts in particular are thus no different
from those applicable to other categories of possible intended purposes.

39. Having regard to the above considerations, the answer to the first, second and third questions must be
that the lawfulness or otherwise of the use of the trade mark under Article 6(1)(c) of Directive 89/104
depends on whether that use is necessary to indicate the intended purpose of a product.

Use of the trade mark by a third party who is not its owner is necessary in order to indicate the intended
purpose of a product marketed by that third party where such use in practice constitutes the only means of
providing the public with comprehensible and complete information on that intended purpose in order to
preserve the undistorted system of competition in the market for that product.

It is for the national court to determine whether, in the case in the main proceedings, such use is
necessary, taking account of the nature of the public for which the product marketed by the third party in
question is intended.

Since Article 6(1)(c) of Directive 89/104 makes no distinction between the possible intended purposes of
products when assessing the lawfulness of the use of the trade mark, the criteria for assessing the
lawfulness of the use of a trade mark with accessories or spare parts in particular are thus
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no different from those applicable to other categories of possible intended purposes of the products.

The fourth question

40. In the first part of its fourth question, the national court seeks interpretation of the requirement in
Article 6(1)(c) of Directive 89/104 that use of the trade mark by a third party within the meaning of that
provision must be in accordance with honest practices in industrial or commercial matters. In the second
part of that question, the national court asks whether use of the trade mark by a third party constitutes an
indication that the products marketed by the latter are equivalent, both in their quality and their technical
or other characteristics, to the products bearing that trade mark.

41. As regards the first part of that question, the Court of Justice has consistently held that the condition
of honest use' within the meaning of Article 6(1) of Directive 89/104 constitutes in substance the
expression of a duty to act fairly in relation to the legitimate interests of the trade mark owner (BMW ,
paragraph 61; Gerolsteiner Brunnen , paragraph 24). Such an obligation is similar to that imposed on the
reseller where he uses another's trade mark to advertise the resale of products covered by that mark (Case
C-337/95 Parfums Christian Dior [1997] ECR I-6013, paragraph 45; BMW , paragraph 61).

42. In that regard, use of the trade mark will not comply with honest practices in industrial or commercial
matters where, first, it is done in such a manner that it may give the impression that there is a commercial
connection between the reseller and the trade mark proprietor (BMW , paragraph 51).

43. Nor may such use affect the value of the trade mark by taking unfair advantage of its distinctive
character or repute (BMW , paragraph 52).

44. In addition, as the United Kingdom Government and the Commission have rightly pointed out in their
observations, use of the trade mark will not be in accordance with Article 6(1)(c) of Directive 89/104 if it
discredits or denigrates that mark.

45. Finally, where the third party presents its product as an imitation or replica of the product bearing the
trade mark of which it is not the owner, such use of that mark does not comply with honest practices
within the meaning of Article 6(1)(c).

46. It is for the national court to determine whether, in the case in the main proceedings, the use made of
the trade marks owned by Gillette Company has been made in accordance with honest practices, taking
account, in particular, of the conditions referred to in paragraphs 42 to 45 of this judgment. In that regard,
account should be taken of the overall presentation of the product marketed by the third party, particularly
the circumstances in which the mark of which the third party is not the owner is displayed in that
presentation, the circumstances in which a distinction is made between that mark and the mark or sign of
the third party, and the effort made by that third party to ensure that consumers distinguish its products
from those of which it is not the trade mark owner.

47. Concerning the second part of that question, as the United Kingdom Government has rightly pointed
out in its observations, the fact that a third party uses a trade mark of which it is not the owner in order
to indicate the intended purpose of its product does not necessarily mean that it is presenting that product
as being of the same quality as, or having equivalent properties to, those of the product bearing the trade
mark. Whether there has been such a presentation depends on the facts of the case, and it is for the
referring court to determine whether it has taken place by reference to the circumstances.

48. Moreover, whether the product marketed by the third party has been represented as being of the same
quality as, or having equivalent properties to, the product whose trade mark is being used
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is a factor which the referring court must take into consideration when it verifies that such use is made in
accordance with honest practices in industrial or commercial matters.

49. Having regard to the above considerations, the answer to the fourth question must be that the
condition of honest use' within the meaning of Article 6(1)(c) of Directive 89/104, constitutes in substance
the expression of a duty to act fairly in relation to the legitimate interests of the trade mark owner.

Use of the trade mark will not be in accordance with honest practices in industrial and commercial matters
if, for example:

- it is done in such a manner as to give the impression that there is a commercial connection between the
third party and the trade mark owner;

- it affects the value of the trade mark by taking unfair advantage of its distinctive character or repute;

- it entails the discrediting or denigration of that mark;

- or where the third party presents its product as an imitation or replica of the product bearing the trade
mark of which it is not the owner.

The fact that a third party uses a trade mark of which it is not the owner in order to indicate the intended
purpose of the product which it markets does not necessarily mean that it is presenting it as being of the
same quality as, or having equivalent properties to, those of the product bearing the trade mark. Whether
there has been such a presentation depends on the facts of the case, and it is for the referring court to
determine whether it has taken place by reference to the circumstances.

Whether the product marketed by the third party has been presented as being of the same quality as, or
having equivalent properties to, the product whose trade mark is being used is a factor which the referring
court must take into consideration when it verifies that such use is made in accordance with honest
practices in industrial or commercial matters.

The fifth question

50. By its fifth question, the referring court asks whether a trade mark owner's inability, pursuant to
Article 6(1)(c) of Directive 89/104, to prohibit a third party from using the trade mark applies where that
third party markets not only a spare part or accessory but also the product itself with which the spare part
or accessory is intended to be used.

51. As the Finnish and United Kingdom Governments have pointed out in their observations, there is
nothing in the directive to prevent a third party from relying on Article 6(1)(c) in such a case. However,
that third party's use of the trade mark must be necessary in order to indicate the intended purpose of the
product which it markets and must be made in accordance with honest practices in industrial and
commercial matters.

52. Whether use of a trade mark by a third party in the circumstances described above is necessary in
order to indicate the intended purpose of the product which it markets and whether it is made in
accordance with honest practices in industrial and commercial matters is a question of fact which it is for
the national court to assess by reference to the individual circumstances of each case.

53. Having regard to the above considerations, the answer to the fifth question must be that, where a third
party that uses a trade mark of which it is not the owner markets not only a spare part or an accessory
but also the product itself with which the spare part or accessory is intended to be used, such use falls
within the scope of Article 6(1)(c) of Directive 89/104 in so far as it is necessary to indicate the intended
purpose of the product marketed by the latter and is made in accordance with honest practices in industrial
and commercial matters.
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Judgment of the Court (Grand Chamber)
of 30 November 2004

Peak Holding AB v Axolin-Elinor AB (formerly Handelskompaniet Factory Outlet i Löddeköpinge
AB). Reference for a preliminary ruling: Hovrätten över Skåne och Blekinge - Sweden. Trade marks
- Directive 89/104/EEC - Article 7(1) - Exhaustion of the rights conferred by a trade mark - Putting

on the market of the goods in the EEA by the proprietor of the trade mark - Concept - Goods
offered for sale to consumers and then withdrawn - Sale to an operator established in the EEA with

the obligation to put the goods on the market outside the EEA - Resale of the goods to another
operator established in the EEA - Marketing in the EEA. Case C-16/03.

In Case C-16/03,

REFERENCE for a preliminary ruling under Article 234 EC from the Hovrätten över Skåne och Blekinge
(Sweden), made by decision of

19 December 2002

, received at the Court on

15 January 2003

, in the proceedings

Peak Holding AB

v

Axolin-Elinor AB, formerly Handelskompaniet Factory Outlet i Löddeköpinge AB,

THE COURT (Grand Chamber),

composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and R. Silva de Lapuerta,
Presidents of Chambers, C. Gulmann (Rapporteur), J.-P. Puissochet, R. Schintgen and J.N. Cunha
Rodrigues, Judges,

Advocate General: C. Stix-Hackl,

Registrar: H. von Holstein, Deputy Registrar,

having regard to the written procedure and further to the hearing on

24 March 2004,

after considering the observations submitted on behalf of:

- Peak Holding AB, by G. Gozzo, advokat,

- Axolin-Elinor AB, by K. Azelius, advokat, and M. Palm, jur. kand.,

- the Swedish Government, by K. Wistrand and A. Kruse, acting as Agents,

- the Commission of the European Communities, by N.B. Rasmussen and K. Simonsson, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on

27 May 2004,

gives the following

Judgment

Costs
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59. The costs incurred by the Swedish Government and by the Commission, which have submitted
observations to the Court, are not recoverable. Since these proceedings are, for the parties to the main
proceedings, a step in the proceedings pending before the national court, the decision on costs is a matter
for that court.

On those grounds, the Court (Grand Chamber) rules as follows:

1. Article 7(1) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks, as amended by the Agreement on the European Economic Area
of 2 May 1992, must be interpreted as meaning that goods bearing a trade mark cannot be regarded as
having been put on the market in the European Economic Area where the proprietor of the trade mark has
imported them into the European Economic Area with a view to selling them there or where he has
offered them for sale to consumers in the European Economic Area, in his own shops or those of an
associated company, without actually selling them.

2. In circumstances such as those of the main proceedings, the stipulation, in a contract of sale concluded
between the proprietor of the trade mark and an operator established in the European Economic Area, of a
prohibition on reselling in the European Economic Area does not mean that there is no putting on the
market in the European Economic Area within the meaning of Article 7(1) of Directive 89/104, as
amended by the Agreement on the European Economic Area, and thus does not preclude the exhaustion of
the proprietor's exclusive rights in the event of resale in the European Economic Area in breach of the
prohibition.

1. This reference for a preliminary ruling concerns the interpretation of Article 7(1) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1), as amended by the Agreement on the European Economic Area of 2
May 1992 (OJ 1994 L 1, p. 3) (the Directive').

2. The reference was made in the course of proceedings between Peak Holding AB (Peak Holding') and
Axolin-Elinor AB (Axolin-Elinor'), formerly Handelskompaniet Factory Outlet i Löddeköpinge AB (Factory
Outlet') at the material time, concerning the manner in which Factory Outlet marketed a consignment of
clothing bearing the Peak Performance trade mark, of which Peak Holding is the proprietor.

Legal background

3. Article 5 of the Directive, entitled Rights conferred by a trade mark', reads as follows:

1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

...

3. The following, inter alia, may be prohibited under [paragraph 1]:

...

(b) offering the goods, or putting them on the market or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing... the goods under the sign;

...'
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4. Article 7 of the Directive, in its original version, entitled Exhaustion of the rights conferred by a trade
mark', provided:

1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

...'

5. In accordance with Article 65(2) of the Agreement on the European Economic Area (the EEA') in
conjunction with point 4 of Annex XVII to that Agreement, the original version of Article 7(1) of
Directive 89/104 was amended for the purposes of that Agreement, the expression in the Community'
being replaced by in a Contracting Party'.

The main proceedings and the questions referred for a preliminary ruling

6. Peak Holding, a company in the Danish group IC-Companys, is the proprietor inter alia of the trade
mark Peak Performance. The right to use that trade mark was granted to Peak Performance Production AB
(Peak Performance Production'), a company associated with that group. That company produces and sells
clothing and accessories under that trade mark in Sweden and other countries.

7. At the material time Factory Outlet, a company governed by Swedish law, carried out in shops in
Sweden direct sales of clothing and other items, largely trade-marked goods which were parallel imports or
reimports or were obtained outside the normal distribution channels of the proprietor of the trade mark
concerned.

8. In late 2000, Factory Outlet marketed, in particular, a consignment of approximately 25 000 garments
under the Peak Performance trade mark, after placing advertisements in the press offering the sale of those
articles at half price.

9. The articles came from the Peak Performance collections for the years 1996 to 1998. They had been
manufactured outside the EEA on behalf of that company and had been imported into the EEA in order to
be sold there.

10. According to Factory Outlet, the garments offered for sale from 1996 to 1998 had been offered in
shops belonging to independent resellers, while, according to Peak Holding, they had been offered in Peak
Performance Production's shops.

11. In November and December 1999, all the garments in the consignment formed part of those offered
for sale to final consumers in Copenhagen (Denmark) in the Base Camp store supplied by Carli Gry
Danmark A/S, a sister company of Peak Performance Production. The consignment thus consisted of goods
which had remained unsold after the sales.

12. Peak Performance Production sold that consignment to COPAD International (COPAD'), an
undertaking established in France. According to Peak Holding, the contract concluded on that occasion
provided that the consignment was not to be resold in European countries other than Russia and Slovenia,
with the exception of 5% of the total quantity, which could be sold in France. Factory Outlet contested the
existence of such a restriction, and submitted that, in any event, it had no knowledge of it when it
purchased the consignment.

13. Factory Outlet asserted that it had acquired the consignment from Truefit Sweden AB, a company
governed by Swedish law.

14. It is common ground that the consignment did not leave the EEA from the time when it left Peak
Performance Production's warehouses in Denmark until it was delivered to Factory Outlet in Sweden.
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15. Peak Holding, claiming that the conditions of marketing chosen by Factory Outlet, in particular its
advertisements, infringed Peak Holding's trade mark rights, brought an action in the Lunds tingsrätt (Lund
District Court) (Sweden) on 9 October 2000. It asked that court to order that Factory Outlet pay damages,
that it be prohibited from marketing and selling the clothing and other articles from the consignment in
question, and that those goods be destroyed.

16. Factory Outlet contended that Peak Holding's claims should be dismissed. It submitted that the goods
at issue had been put on the market in the EEA by Peak Holding, so that it was not entitled to prohibit
the use of the trade mark on the sale of the goods.

17. Factory Outlet submitted, first, that the goods had been put on the market by virtue of their import
into the internal market by Peak Performance Production and of payment of the customs duties on them,
with the intention of selling the goods in the Community. It submitted, second, that the goods had been
put on the market by virtue of having been offered for sale by independent resellers. It submitted, third,
that they had been put on the market by virtue of having been marketed by Peak Performance Production
in its own shops and in the Base Camp store and that, in those circumstances, they had been offered to
consumers. It argued, fourth, that, in any event, the goods had been put on the market by virtue of having
been sold to COPAD, regardless of whether they had been sold with or without a restriction on reselling
in the internal market.

18. Peak Holding disputed that the goods had been put on the market by or with the consent of the
proprietor of the trade mark. It argued that, even if the trade mark rights had been exhausted by reason of
the goods having been offered for sale in the Base Camp store, that exhaustion had been interrupted and
the trade mark rights restored after the goods had been returned to the warehouses.

19. The Lunds tingsrätt dismissed the application, taking the view that the goods had in fact been
marketed by reason of being made available to consumers in the Base Camp store and that the rights
conferred by the trade mark could not have been restored after that had occurred.

20. Peak Holding appealed to the referring court against the judgment of the Lunds tingsrätt.

21. Since it considered that the outcome of the dispute between Peak Holding and AxolinElinor depended
on the interpretation of the expression put on the market' in Article 7(1) of the Directive, the Hovrätten
över Skåne och Blekinge decided to stay the proceedings and refer the following questions to the Court
for a preliminary ruling:

1. Are goods to be regarded as having been put on the market by virtue of the fact that the proprietor of
the trade mark:

(a) has imported them into the common market and paid import duty on them, with the intention that they
be sold there?

(b) has offered them for sale in the trade mark proprietor's own shops or those of a related company within
the common market but a sale of the goods has not taken place?

2. If goods have been put on the market under one of the above alternatives and exhaustion of the trade
mark rights thereby occurs without there having been a sale of the goods, can a trade mark proprietor
interrupt exhaustion by returning the goods to a warehouse?

3. Are goods to be regarded as having been put on the market by virtue of the fact that they have been
sold by the trade mark proprietor to another company in the internal market, if, upon the sale, the trade
mark proprietor imposed a restriction on the buyer under which he was not entitled to resell the goods in
the common market?

4. Is the answer to question 3 affected if the trade mark proprietor, upon selling the consignment to which
the goods belonged, gave the buyer permission to resell a small part of the goods in the
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common market but did not specify the individual goods to which that permission applied?'

The questions referred for a preliminary ruling

Question 1

22. In the light of the circumstances of the main proceedings, the national court essentially asks, by its
first question, whether Article 7(1) of the Directive must be interpreted as meaning that goods bearing a
trade mark are regarded as having been put on the market in the EEA where the proprietor of the trade
mark has imported them into the EEA with a view to selling them there or where he has offered them for
sale to consumers in the EEA, in his own shops or those of an associated company, but without actually
selling them.

Observations submitted to the Court

23. Peak Holding and the Commission submit that exhaustion of the rights conferred by the trade mark
occurs only when the goods are sold in the EEA by or with the consent of the proprietor of the trade
mark. The rights are not exhausted in the hypotheses referred to in the first question.

24. Axolin-Elinor submits that exhaustion of the rights of the trade mark proprietor occurs by virtue of the
mere fact of importation, customs clearance and warehousing of the goods in the EEA with a view to sale.
In the alternative, it argues that the rights conferred by the trade mark are exhausted when the proprietor
of the mark offers the goods for sale to consumers, even if the offer is not taken up.

25. The Swedish Government submits that the different language versions of the Directive must be
understood as requiring the proprietor of the trade mark to have taken a step directed towards the market
for it to be possible for goods to be regarded as having been put on the market.

26. Goods should not thus be regarded as put on the market in the EEA merely because they have been
imported, cleared through customs, and then warehoused in the EEA by the proprietor, since none of those
steps is directed towards the market.

27. Exhaustion occurs at the latest when the proprietor of the trade mark or a person who has acquired the
right to use the mark offers the goods for sale to consumers in the EEA.

28. Exhaustion does not occur, by contrast, when the proprietor of the trade mark offers his goods in the
EEA to resellers, since an offer to sell frequently relates only to a certain quantity of the goods in
question. In such a case it is not possible to identify the goods in relation to which exhaustion has
occurred. Moreover, an offer which is not followed by a transfer cannot be regarded as a sufficiently
definitive disposal on the part of the proprietor.

29. Exhaustion occurs on an actual transfer to a reseller, provided that the transfer appears as a step
directed towards the market. A transfer between companies within the same group should be regarded as
an internal measure within the group which does not bring about exhaustion of the rights.

Findings of the Court

30. Articles 5 to 7 of the Directive effect a complete harmonisation of the rules relating to the rights
conferred by a trade mark and accordingly define the rights of proprietors of trade marks in the
Community (Case C-355/96 Silhouette International Schmied [1998] ECR I-4799, paragraphs 25 and 29,
and Joined Cases C-414/99 to C-416/99 Zino Davidoff and Levi Strauss [2001] ECR I-8691, paragraph
39).

31. The expression put on the market' in the EEA used in Article 7(1) of the Directive constitutes a
decisive factor in the extinction of the exclusive right of the proprietor of the trade mark laid down in
Article 5 of that directive (see Case C-244/00 Van Doren + Q [2003] ECR I-3051, paragraph
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34).

32. It must therefore be given a uniform interpretation in the Community legal order (see, by analogy,
Zino Davidoff and Levi Strauss , paragraphs 41 to 43).

33. The wording alone of Article 7(1) of the Directive does not make it possible to determine whether
goods imported into the EEA or offered for sale in the EEA by the proprietor of the trade mark are to be
regarded as having been put on the market' in the EEA within the meaning of that provision. The
interpretation of the provision in question must therefore be sought with regard to the scheme and
objectives of the Directive.

34. Article 5 of the Directive confers on the trade mark proprietor exclusive rights which entitle him inter
alia to prevent any third party from importing goods bearing the mark, offering the goods, or putting them
on the market or stocking them for these purposes. Article 7(1) contains an exception to that rule, in that
it provides that the trade mark proprietor's rights are exhausted where the goods have been put on the
market in the EEA by him or with his consent (see Zino Davidoff and Levi Strauss , paragraph 40, and
Van Doren + Q , paragraph 33).

35. The Court has held that the Directive is intended in particular to ensure that the proprietor has the
exclusive right to use the trade mark for the purpose of putting the goods bearing it on the market for the
first time (see, inter alia, Joined Cases C-427/93, C-429/93 and C-436/93 BristolMyers Squibb and Others
[1996] ECR I-3457, paragraphs 31, 40 and 44).

36. It has also held that, by specifying that the placing of goods on the market outside the EEA does not
exhaust the proprietor's right to oppose the importation of those goods without his consent, the Community
legislature thus allowed the proprietor of the trade mark to control the initial marketing in the EEA of
goods bearing the mark (see Case C-173/98 Sebago and Maison Dubois [1999] ECR I-4103, paragraph 21,
Zino Davidoff and Levi Strauss , paragraph 33, and Van Doren + Q , paragraph 26).

37. It has further stated that Article 7(1) of the Directive is intended to make possible the further
marketing of an individual item of a product bearing a trade mark without the proprietor of the trade mark
being able to oppose that (see Case C-63/97 BMW [1999] ECR I-905, paragraph 57, and Sebago and
Maison Dubois , paragraph 20).

38. It has held, finally, that for a trade mark to be able to fulfil its essential role in the system of
undistorted competition which the EC Treaty seeks to establish, it must offer a guarantee that all the goods
or services bearing it have been manufactured or supplied under the control of a single undertaking which
is responsible for their quality (see, inter alia, Case C-299/99 Philips [2002] ECR I-5475, paragraph 30).

39. In the present case, it is not disputed that, where he sells goods bearing his trade mark to a third party
in the EEA, the proprietor puts those goods on the market within the meaning of Article 7(1) of the
Directive.

40. A sale which allows the proprietor to realise the economic value of his trade mark exhausts the
exclusive rights conferred by the Directive, more particularly the right to prohibit the acquiring third party
from reselling the goods.

41. On the other hand, where the proprietor imports his goods with a view to selling them in the EEA or
offers them for sale in the EEA, he does not put them on the market within the meaning of Article 7(1)
of the Directive.

42. Such acts do not transfer to third parties the right to dispose of the goods bearing the trade mark.
They do not allow the proprietor to realise the economic value of the trade mark. Even after such acts, the
proprietor retains his interest in maintaining complete control over the goods bearing
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his trade mark, in order in particular to ensure their quality.

43. Moreover, it should be noted that Article 5(3)(b) and (c) of the Directive, relating to the content of the
proprietor's exclusive rights, distinguishes inter alia between offering the goods, putting them on the
market, stocking them for those purposes and importing them. The wording of that provision therefore also
confirms that importing the goods or offering them for sale in the EEA cannot be equated to putting them
on the market there.

44. The answer to the first question must therefore be that Article 7(1) of the Directive must be
interpreted as meaning that goods bearing a trade mark cannot be regarded as having been put on the
market in the EEA where the proprietor of the trade mark has imported them into the EEA with a view to
selling them there or where he has offered them for sale to consumers in the EEA, in his own shops or
those of an associated company, without actually selling them.

Question 2

45. The second question is asked only if the answer to the first question is in the affirmative.

46. There is thus no need to answer it.

Question 3

47. By its third question, the national court essentially asks whether, in circumstances such as those of the
main proceedings, the stipulation, in a contract of sale concluded between the proprietor of the trade mark
and an operator established in the EEA, of a prohibition on reselling in the EEA means that there is no
putting on the market in the EEA within the meaning of Article 7(1) of the Directive and thus precludes
the exhaustion of the proprietor's exclusive rights in the event of resale in the EEA in breach of the
prohibition.

Observations submitted to the Court

48. Peak Holding observes that the exhaustion provided for in Article 7(1) of the Directive presupposes a
putting on the market by the proprietor himself or with his consent. Exhaustion thus requires the consent
of the proprietor in either case. It does not therefore occur on a sale of the goods by the proprietor of the
trade mark, if he stipulates that he retains his trade mark rights. In the event that that stipulation is not
complied with, the goods have not been put on the market with the consent of the proprietor, so that
exhaustion does not supervene.

49. Axolin-Elinor, the Swedish Government and the Commission submit that a stipulation such as that
referred to in the third question does not prevent exhaustion, which takes place by operation of law. Such
a stipulation cannot be relied on against third parties. Failure to comply with a prohibition on resale
corresponds to a breach of contract, not an infringement of intellectual property rights. The legal effect of
exhaustion as regards third parties is thus not left at the disposal of the contracting parties, whatever
effects the agreement is supposed to have as regards the obligations. Any other interpretation would be
contrary to the purpose of Article 7(1) of the Directive.

Findings of the Court

50. Article 7(1) of the Directive makes Community exhaustion subject either to a putting on the market in
the EEA by the proprietor of the trade mark himself or to a putting on the market in the EEA by a third
party but with the proprietor's consent.

51. It follows from the answer to the first question that, in circumstances such as those of the main
proceedings, putting on the market in the EEA by the proprietor presupposes a sale of the goods by him
in the EEA.

52. In the event of such a sale, Article 7(1) of the Directive does not make exhaustion of the
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rights conferred by the trade mark subject in addition to the proprietor's consent to further marketing of
the goods in the EEA.

53. Exhaustion occurs solely by virtue of the putting on the market in the EEA by the proprietor.

54. Any stipulation, in the act of sale effecting the first putting on the market in the EEA, of territorial
restrictions on the right to resell the goods concerns only the relations between the parties to that act.

55. It cannot preclude the exhaustion provided for by the Directive.

56. The answer to the third question must therefore be that, in circumstances such as those of the main
proceedings, the stipulation, in a contract of sale concluded between the proprietor of the trade mark and
an operator established in the EEA, of a prohibition on reselling in the EEA does not mean that there is
no putting on the market in the EEA within the meaning of Article 7(1) of the Directive and thus does
not preclude the exhaustion of the proprietor's exclusive rights in the event of resale in the EEA in breach
of the prohibition.

Question 4

57. The fourth question assumes that the answer to the third question is that the stipulation referred to in
that question means that the goods have not been put on the market in the EEA in the event of resale in
the EEA in breach of the territorial restriction agreed on.

58. There is therefore no need to answer it.
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Judgment of the Court (Second Chamber)
of 16 September 2004

Nichols plc v Registrar of Trade Marks. Reference for a preliminary ruling: High Court of
Justice (England &amp; Wales), Chancery Division - United Kingdom. Trade marks - Directive

89/104/EC - Article 3(1)(b) - Trade mark comprising a common surname - Distinctive character -
Impact of Article 6(1)(a) on assessment. Case C-404/02.

In Case C-404/02

REFERENCE for a preliminary ruling under Article 234 EC,

from the High Court of Justice of England and Wales, Chancery Division, made by decision of 3
September 2002, registered at the Court on

3 September 2002

, registered at the Court on 12 November 2002,

12 November 2002

, in the proceedings brought by

Nichols plc

v

Registrar of Trade Marks,

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the Chamber, C. Gulmann (Rapporteur), J. P. Puissochet,
R. Schintgen and N. Colneric, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Mugica Arzamendi, Principal Administrator,

having regard to the written procedure and further to the hearing on 27 November 2003,

after considering the observations submitted on behalf of:

- Nichols plc, by C. Morcom QC,

- the United Kingdom Government, by P. Ormond, acting as Agent, assisted by D. Alexander, barrister,

- the Greek Government, by G. Skiani and S. Trekli, acting as Agents,

- the French Government, by G. de Bergues and A. Bodard Hermant, acting as Agents,

- the Commission of the European Communities, by K. Banks, acting as Agent,

after hearing the Opinion of the Advocate General at the sitting on

15 January 2004,

gives the following

Judgment

1. This reference for a preliminary ruling concerns the interpretation of Article 3(1)(b) and Article 6(1)(a)
of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member
States relating to trade marks (OJ 1989 L 40, p. 1).

2. The reference was made in the course of proceedings between Nichols plc (Nichols'), a company
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incorporated in the United Kingdom, and the Registrar of Trade Marks concerning the latter's refusal to
register a common surname as a trade mark for certain products.

Legal background

3. Article 2 of Directive 89/104, entitled Signs of which a trade mark may consist', is worded as follows:

A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

4. Article 3 of that directive, entitled Grounds for refusal or invalidity', provides:

1. The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

...'

5. Article 6, entitled Limitation of the effects of a trade mark' states:

1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

(a) his own name or address;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.

...'

The main proceedings and the questions for the Court of Justice

6. Nichols applied to the Registrar of Trade Marks for registration of the surname Nichols' as a trade mark
for products including vending machines, and food and drink of the kind typically dispensed through such
machines.

7. By decision of 11 May 2001, the Registrar of Trade Marks granted that application in respect of
vending machines, but refused it in respect of all other products.

8. He found that the surname Nichols', including its phonetic equivalent Nicholls' and its singular form
Nichol', is common in the United Kingdom, given the number of times it appears in the London telephone
directory.

9. With regard to food and drink, that surname is therefore not of itself capable of communicating the fact
that such goods originate from one and the same undertaking. In view of the nature of the business
involved and the potential size of the market for those goods, the surname Nichols' could be used by other
manufacturers and providers. The public are therefore unlikely to consider that there is only one trader
operating under that surname in the market. A mark in the form of that surname is therefore devoid of
any distinctive character in respect of food and drink products.

10. On the other hand, the market for vending machines is more specialised, with fewer people trading in
it. The mark can therefore be registered in respect of those goods.

11. Nichols appealed against that decision to the Chancery Division of the High Court of Justice of
England and Wales.
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12. That court states that the United Kingdom Trade Marks Registry takes the view that the registration of
names, and particularly of common surnames, should be considered carefully to ensure that unfair
advantage is not given to the first applicant for such a name. Broadly, the more common the surname, the
less willing is the Registry to accept an application for registration without proof that that name has in
fact become distinctive. The Trade Marks Registry also takes into account the number of goods and
services, and the number of people with the same or a similar name, which might be affected by the
registration.

13. The national court considers that the question arises whether a fairly common surname must be
regarded as devoid of any distinctive character' until it has acquired a distinctive character through use.

14. It considers that it is proper to take account of the limitation of the effects of the mark which is
provided for in Article 6(1)(a) of Directive 89/104 and relates to a third party's use of its own name. In its
view, the wider the potential limitation laid down in that provision, the less of an impost on the persons
concerned the registration would be. It is therefore necessary to consider the extent to which the
limitations laid down in Article 6 of Directive 89/104 are relevant when considering the distinctive
character of a mark of which registration is sought.

15. In that regard, the national court raises the question whether Article 6(1)(a) applies not only to the
names of natural persons but also to company names. It is also uncertain as to the meaning of the
expression honest practices' used in that provision.

16. In those circumstances, the Chancery Division of the High Court of Justice of England and Wales
stayed the proceedings pending a preliminary ruling from the Court of Justice on the following questions:

1. In what circumstances, if any, must a trade mark (ie a sign which complies with the requirements of
Article 2 of the Trade Marks Directive 89/104/EC) consisting of a single surname be refused registration
as being in itself devoid of any distinctive character within the meaning of Article 3(1)(b) of the
Directive?

2. In particular (a) must or (b) may such a sign, before it has acquired distinctive character by use, be
refused registration if it is a common surname in the Member State in which the trade mark is sought to
be registered or if it is a common surname in one or more of the other Member States?

3. If the answer to either Question 2(a) or (b) is in the affirmative, is it appropriate for national authorities
to determine the matter by reference to the presumed expectations of an average customer in relation to
the goods/services in question in the Member State, taking into account the commonness of the surname,
the nature of the goods/services at issue, and the prevalence (or otherwise) of the use of surnames in the
relevant trade?

4. Is it of significance for the purpose of determining whether a surname is devoid of any distinctive
character within Article 3(1)(b) of the Directive that the effects of registration of the trade mark are
restricted under Article 6(1)(a)?

5. If so,

(a) is the word person in Article 6(1) of the Directive to be understood as including a corporation or a
business and

(b) what amounts to honest practices in industrial or commercial matters; in particular, does that expression
apply where

(i) the Defendant is not, in practice, deceiving the public by the use of his own name or
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(ii) the Defendant is merely causing unintentional confusion thereby?'

The first four questions

17. By its first four questions, which it is appropriate to consider together, the national court seeks
essentially to ascertain what conditions apply to the assessment, in the context of Article 3(1)(b) of
Directive 89/104, of the distinctiveness or otherwise of a trade mark constituted by a surname, particularly
where that surname is common, and whether the fact that the effects of registration of the trade mark are
limited pursuant to Article 6(1)(a) of the same directive has an impact on that assessment.

Observations submitted to the Court

18. Nichols submits that registration of a trade-mark cannot be refused solely on the ground that it is a
common surname. It considers that the criterion used in the main proceedings of the number of
occurrences of a surname in the London telephone book is arbitrary. Surnames cannot be subjected to
special treatment which is more severe than that applied to other signs which are capable of constituting a
trade mark. Like all other signs, they should be registered if they enable the products or services for
which registration is sought to be distinguished, according to their origin. In the assessment of
distinctiveness, account should be taken of Article 6(1)(a) of Directive 89/104.

19. The Greek and French Governments and the Commission also consider that surnames, even common
ones, should be treated in the same way as other categories of signs, having regard to the products or
services involved and the perception of the relevant public regarding the function of the trade mark as an
indicator of origin.

20. The United Kingdom Government considers that it is highly unlikely that a common surname will
denote only the goods or services of the undertaking that applies for registration of that surname as a trade
mark. A trade mark which did not designate solely the products or services of a given undertaking could
not be registered because it would not comply with Article 3(1)(b) of Directive 89/104. In such a case, it
would not serve to indicate origin. Account must be taken of the presumed expectations of an average
consumer with regard to the trade mark. The factors to be taken into consideration might include the
commonness of the surname, the number of undertakings supplying products or services of the type
concerned and the prevalence or otherwise of the use of surnames in the relevant trade.

21. The French and United Kingdom Governments, and the Commission, consider that Article 6(1)(a) of
Directive 89/104 has no impact on the assessment of the distinctiveness carried out under Article 3(1)(b)
of the same directive.

Findings of the Court

22. Article 2 of Directive 89/104 contains a list, described as a list of examples' in the seventh recital in
the preamble to that directive, of signs which may constitute a trade mark, provided that such signs are
capable of distinguishing the goods or services of one undertaking from those of other undertakings, that
is to say to fulfil the trade mark's function as an indicator of origin. That list expressly includes personal
names'.

23. According to Article 3(1)(b) of Directive 89/104, the distinctive character of a mark must be assessed
in relation to the goods or services in respect of which registration is applied for and in relation to the
perception of the relevant consumers (see Case C-299/99 Philips [2002] ECR I-5475, paragraphs 59 and
63, and Case C-218/01 Henkel [2004] ECR I-0000, paragraph 50).

24. In that regard, the provision concerned draws no distinction between different categories of trade mark
(see, to that effect, Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-3161, paragraph 42,
and, regarding the identical provision in Article 7(1)(b) of Council Regulation
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(EC) No 40/94 on the Community trade mark (OJ 1994 L 11, p. 1), the order of 28 June 2004 in Case
C445/02 P Glaverbel v OHIM [2004] ECR I-0000, paragraph 21).

25. The criteria for assessment of the distinctive character of trade marks constituted by a personal name
are therefore the same as those applicable to the other categories of trade mark.

26. Stricter general criteria of assessment based, for example, on:

- a predetermined number of persons with the same name, above which that name may be regarded as
devoid of distinctive character,

- the number of undertakings providing products or services of the type covered by the application for
registration, or

- the prevalence or otherwise of the use of surnames in the relevant trade,

cannot be applied to such trade marks.

27. The distinctive character of a trade mark, in whatever category, must be the subject of a specific
assessment.

28. In the context of that assessment, it may indeed appear, for example, that the perception of the
relevant public is not necessarily the same for each of the categories and that, accordingly, it could prove
more difficult to establish the distinctive character of trade marks in certain categories than that of those in
other categories (see, in particular, Henkel , paragraph 52, and, in relation to Article 7(1)(b) of Regulation
No 40/94, Case C-468/01 P Proctor &amp; Gamble v OHIM [2004] ECR I-0000, paragraph 36, and the
order in Glaverbel v OHIM , paragraph 23).

29. However, such greater difficulty as might be encountered in the specific assessment of the distinctive
character of certain trade marks cannot justify the assumption that such marks are a priori devoid of
distinctive character or cannot acquire such character through use, pursuant to Article 3(3) of Directive
89/104.

30. In the same way as a term used in everyday language, a common surname may serve the trade mark
function of indicating origin and therefore distinguish the products or services concerned where is it not
subject to a ground of refusal of registration other than the one referred to in Article 3(1)(b) of Directive
89/104, such as, for example, the generic or descriptive character of the mark or the existence of an earlier
right.

31. The registration of a trade mark constituted by a surname cannot be refused in order to ensure that no
advantage is afforded to the first applicant since Directive 89/104 contains no provision to that effect,
regardless, moreover, of the category to which the trade mark whose registration is sought belongs.

32. In any event, the fact that Article 6(1)(a) of Directive 89/104 enables third parties to use their name in
the course of trade has no impact on the assessment of the distinctiveness of the trade mark, which is
carried out under Article 3(1)(b) of the same directive.

33. Article 6(1)(a) of Directive 89/104 limits in a general way, for the benefit of operators who have a
name identical or similar to the registered mark, the right granted by the mark after its registration, that is
to say after the existence of the mark's distinctive character has been established. It cannot therefore be
taken into account for the purposes of the specific assessment of the distinctive character of the trade mark
before the trade mark is registered.

34. The answer to the first four questions must therefore be that, in the context of Article 3(1)(b) of
Directive 89/104, the assessment of the existence or otherwise of the distinctive character of a trade mark
constituted by a surname, even a common one, must be carried out specifically, in
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accordance with the criteria applicable to any sign covered by Article 2 of the said directive, in relation,
first, to the products or services in respect of which registration is applied for and, second, to the
perception of the relevant consumers. The fact that the effects of registration of the trade mark are limited
by virtue of Article 6(1)(a) of that directive has no impact on that assessment.

The fifth question

35. An answer to the fifth question was sought only in the event of a positive answer being given to the
fourth question. Since the fourth question has been answered in the negative, there is no need to answer
the fifth.

Costs

36. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. The costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court of Justice (Second Chamber) rules as follows:

In the context of Article 3(1)(b) of the First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks, the assessment of the existence or
otherwise of the distinctive character of a trade mark constituted by a surname, even a common one, must
be carried out specifically, in accordance with the criteria applicable to any sign covered by Article 2 of
that directive, in relation, first, to the products or services in respect of which registration is applied for
and, second, to the perception of the relevant consumers. The fact that the effects of registration of the
trade mark are limited by virtue of Article 6(1)(a) of that directive has no impact on that assessment.
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Judgment of the Court (Sixth Chamber)
of 29 April 2004

Björnekulla Fruktindustrier AB v Procordia Food AB. Reference for a preliminary ruling: Svea
hovrätt - Sweden. Trade marks - Directive 89/104/EEC - Article 12(2)(a) - Revocation of rights
conferred by the trade mark - Trade mark which has become the common name in the trade -

Relevant circles for purposes of the assessment. Case C-371/02.

In Case C-371/02,

REFERENCE to the Court under Article 234 EC by the Svea hovrätt (Sweden) for a preliminary ruling in
the proceedings pending before that court between

Björnekulla Fruktindustrier AB

and

Procordia Food AB,

on the interpretation of Article 12(2)(a) of the First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT (Sixth Chamber),

composed of: V. Skouris, acting as the President of the Sixth Chamber, C. Gulmann (Rapporteur), J.N.
Cunha Rodrigues, J.-P. Puissochet and R. Schintgen, Judges,

Advocate General: P. Léger,

Registrar: H. von Holstein,

after considering the written observations submitted on behalf of:

- Procordia Food AB, by B. Eliasson, jur kand,

- the Swedish Government, by K. Wistrand, acting as Agent,

- the Italian Government, by I.M. Braguglia, acting as Agent, and by O. Fiumara, vice avvocato generale
dello Stato,

- the United Kingdom Government, by P. Ormond, acting as Agent, assisted by M. Tappin, barrister,

- the Commission of the European Communities, by C. Tufvesson and N.B. Rasmussen, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Björnekulla Fruktindustrier AB, represented by I. Bernhult and B.A.
Samuelson, advokater, Procordia Food AB, represented by B. Eliasson and M. Plogell, advokat, and the
Commission, represented by C. Tufvesson and N.B. Rasmussen, at the hearing on 10 September 2003,

after hearing the Opinion of the Advocate General at the sitting on

13 November 2003,

gives the following

Judgment

1. By order of 14 October 2002, received at the Court on 16 October 2002, the Svea hovrätt (Svea Court
of Appeal) referred for a preliminary ruling under Article 234 EC a question on the interpretation of
Article 12(2)(a) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate
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the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) (hereinafter the Directive').

2. That question was raised in the course of proceedings between Björnekulla Fruktindustrier AB
(hereinafter Björnekulla') and Procordia Food AB (hereinafter Procordia'), proprietor of the Bostongurka
trade mark used in respect of a preserve consisting of chopped pickled gherkins, relating to the rights
conferred by that trade mark, the revocation of which is sought by Björnekulla.

I - Legal framework

Community law

3. Under the heading Grounds for refusal or invalidity', the Directive states at Article 3(1)(b), (c) and (d):

1. The following shall not be registered or if registered shall be liable to be declared invalid:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin, or the time of production of the
goods or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the
current language or in the bona fide and established practices of the trade;'.

4. Under the heading Grounds for revocation', Article 12(2)(a) provides:

2. A trade mark shall also be liable to revocation if, after the date on which it was registered,

(a) in consequence of acts or inactivity of the proprietor, it has become the common name in the trade for
a product or service in respect of which it is registered;'.

National law

5. Under Article 25 of the Swedish Trade Marks Law 1960:644 of 2 December 1960, as amended for the
purposes of transposing the Directive (hereinafter the Swedish Trade Marks Law') a trade mark may be
revoked if it no longer has a distinctive character.

The main proceedings

6. Björnekulla brought proceedings against Procordia before the tingsrätt (District Court) seeking
revocation of the Bostongurka trade mark. It claimed that the trade mark had lost its distinctive character,
as it was considered to be a generic name for chopped pickled gherkins.

7. In support of its application, it relied principally on two market research surveys of consumers.

8. Procordia contested that application, citing in particular a market research survey of leading operators in
the grocery, mass catering and food stall sectors.

9. Relying principally on the travaux préparatoires for the Swedish Law on Trade Marks, the tingsrätt held
that the relevant class of persons for determining whether or not the trade mark had lost its distinctive
character was the distribution chain level which had been the subject of the research carried out by
Procordia. It dismissed Björnekulla's application on the ground that Björnekulla had failed to prove that the
trade mark no longer had a distinctive character.

10. The Svea hovrätt considers that it is not clear from either the wording of Article 25 of the Swedish
Law on Trade Marks or that of Article 12(2)(a) of the Directive which classes of persons
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are relevant in determining whether a trade mark has lost its distinctive character. According to it, if the
Swedish Law on Trade Marks is interpreted on the basis of the travaux préparatoires , the relevant classes
of persons are those who deal commercially with the product. However, the Svea hovrätt is uncertain
whether such an interpretation is consistent with the Directive.

11. Accordingly, it decided to stay the proceedings and refer the following question to the Court of Justice
for a preliminary ruling:

In cases where a product is handled at several stages before it reaches the consumer what is or are, under
Article 12(2)(a) of the Trade Mark Directive, the relevant class or classes of persons for determining
whether a trade mark has become the common name in the trade for a product in respect of which it is
registered?'

The question referred

12. By the question referred, the national court is essentially asking whether Article 12(2)(a) of the
Directive must be interpreted as meaning that in cases where intermediaries participate in the distribution
to the consumer or end user of a product which is the subject of a registered trade mark, the relevant
classes of persons whose views must be taken into account for assessing whether that trade mark has
become the common name in the trade for the product in question comprise all consumers or end users of
the product and/or all those in the trade who deal with the product commercially., the rel

13. Where a national court is called upon to interpret national law, whether the provisions in question
were adopted before or after the directive concerned, it is required to do so, so far as possible, in the light
of the wording and the purpose of the directive in order to achieve the result pursued by the latter and
thereby comply with the third paragraph of Article 249 EC (see, inter alia, Case C-106/89 Marleasing
[1990] ECR I-4135, paragraph 8, and Case C-218/01 Henkel [2004] ECR I-0000, paragraph 60). That
applies notwithstanding any contrary interpretation which may arise from the travaux préparatoires for the
national rule.

14. The answer to the question referred by the national court depends principally on the meaning of the
expression in the trade' used in Article 12(2)(a) of the Directive.

15. Björnekulla and the Italian Government argue that the relevant class of persons comprises solely
consumers. Conversely, Procordia and the Swedish Government submit that the relevant class of persons
comprises solely operators who deal with the product commercially. The Commission argues that the
relevant class of persons comprises above all the consumers of the product but that, depending on the
circumstances of the case, it may also include other groups, in particular intermediaries.

16. It must be noted in that regard that it is settled case-law that Community provisions must be
interpreted and applied uniformly in the light of the versions existing in the other Community languages
(see, to that effect, inter alia, Case 19/67 Van der Vecht [1967] ECR 345, 354, and Case C219/95 P
Ferriere Nord v Commission [1997] ECR I-4411, paragraph 15).

17. Consideration of the different language versions of Article 12(2)(a) of the Directive shows that the
expressions used in the English and Finnish versions (in the trade' and elinkeinotoiminnassa') refer to trade
circles alone, while those used in the Spanish, Danish, German, Greek, French, Italian, Dutch, Portuguese
and Swedish versions (en el comercio', inden for handelen', im geschäftlichen Verkehr', ', dans le
commerce', la generica denominazione commerciale', in de handel', no comércio' and i handeln') refer both
to consumers and end users as well as to the operators who distribute the product.

18. It would thus appear that in the majority of those language versions the Community provision which
must be interpreted is not restricted to those in the trade alone.
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19. That view is supported by the general scheme and the objectives of the Directive.

20. The essential function of the trade mark is to guarantee the identity of the origin of the marked goods
or service to the consumer or end user by enabling him, without any possibility of confusion, to
distinguish the goods or service from others which have another origin (see, inter alia, Case C-39/97
Canon [1998] ECR I-5507, paragraph 28, and Case C517/99 Merz &amp; Krell [2001] ECR I-6959,
paragraph 22). For the trade mark to be able to fulfil its essential role in the system of undistorted
competition which the EC Treaty seeks to establish, it must offer a guarantee that all the goods or services
bearing it have been produced under the control of a single undertaking which is responsible for their
quality (Canon , paragraph 28).

21. That essential function of trade marks has been incorporated by the Community legislature into Article
2 of the Directive, which provides that signs which are capable of being represented graphically may only
constitute a trade mark if they are capable of distinguishing the goods or services of one undertaking from
those of other undertakings (Merz &amp; Krell , paragraph 23).

22. That condition is given effect to in, inter alia, Articles 3 and 12 of the Directive. While Article 3
specifies the circumstances in which a trade mark is incapable, ab initio , of fulfilling its function as an
indication of origin, Article 12(2)(a) addresses the situation where the trade mark is no longer capable of
fulfilling that function.

23. If the function of the trade mark as an indication of origin is of primary importance to the consumer
or end user, it is also relevant to intermediaries who deal with the product commercially. As with
consumers or end users, it will tend to influence their conduct in the market.

24. In general, the perception of consumers or end users will play a decisive role. The whole aim of the
commercialisation process is the purchase of the product by those persons and the role of the intermediary
consists as much in detecting and anticipating the demand for that product as in increasing or directing it.

25. Accordingly, the relevant classes of persons comprise principally consumers and end users. However,
depending on the features of the product market concerned, the influence of intermediaries on decisions to
purchase, and thus their perception of the trade mark, must also be taken into consideration.

26. The answer to the question referred must therefore be that Article 12(2)(a) of the Directive should be
interpreted as meaning that in cases where intermediaries participate in the distribution to the consumer or
the end user of a product which is the subject of a registered trade mark, the relevant classes of persons
whose views fall to be taken into account in determining whether that trade mark has become the common
name in the trade for the product in question comprise all consumers and end users and, depending on the
features of the market concerned, all those in the trade who deal with that product commercially.

Costs

27. The costs incurred by the Swedish, Italian and United Kingdom Governments, and by the Commission,
which have submitted observations to the Court, are not recoverable. Since the proceedings are, for the
parties to the main proceedings, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in answer to the questions referred to it by the Svea hovrätt by order of 14 October 2002, hereby rules:
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Article 12(2)(a) of the First Council Directive of 21 December 1988 to approximate the laws of the
Member States relating to trade marks should be interpreted as meaning that in cases where intermediaries
participate in the distribution to the consumer or the end user of a product which is the subject of a
registered trade mark, the relevant classes of persons whose views fall to be taken into account in
determining whether that trade mark has become the common name in the trade for the product in
question comprise all consumers and end users and, depending on the features of the market concerned, all
those in the trade who deal with that product commercially.
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Judgment of the Court (Fifth Chamber)
of 7 January 2004

Gerolsteiner Brunnen GmbH &amp; Co. v Putsch GmbH. Reference for a preliminary ruling:
Bundesgerichtshof - Germany. Directive 89/104/EEC - Limitation of the effects of a trade mark in
relation to indications concerning geographical origin - Use of a geographical indication as a trade
mark as an element of use in accordance with honest practices in industrial or commercial matters.

Case C-100/02.

In Case C-100/02,

REFERENCE to the Court under Article 234 EC by the Bundesgerichtshof (Germany) for a preliminary
ruling in the proceedings pending before that court between

Gerolsteiner Brunnen GmbH &amp; Co.

and

Putsch GmbH,

on the interpretation of Article 6(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT

(Fifth Chamber),

composed of: P. Jann, acting for the President of the Fifth Chamber, C.W.A. Timmermans and D.A.O.
Edward (Rapporteur), Judges,

Advocate General: C. Stix-Hackl,

Registrar: M.-F. Contet, Principal Administrator,

after considering the written observations submitted on behalf of:

- Gerolsteiner Brunnen GmbH &amp; Co., by W.J.H. Stahlberg and A. Ebert-Weidenfeller, Rechtsanwälte,

- Putsch GmbH, by P. Neuwald, Rechtsanwalt,

- the Greek Government, by G. Skiani and G. Alexaki, acting as Agents,

- the United Kingdom Government, by P. Ormond, acting as Agent, and D. Alexander, Barrister,

- the Commission of the European Communities, by R. Raith and N.B. Rasmussen, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Gerolsteiner Brunnen GmbH &amp; Co., represented by A.
Ebert-Weidenfeller; Putsch GmbH, represented by P. Neuwald; the Greek Government, represented by G.
Skiani and G. Alexaki; the United Kingdom Government, represented by K. Manji, acting as Agent, and
D. Alexander, and the Commission, represented by R. Raith, at the hearing on 20 May 2003,

after hearing the Opinion of the Advocate General at the sitting on 10 July 2003,

gives the following

Judgment

1 By order of 7 February 2002, received at the Court on 18 March 2002, the Bundesgerichtshof (Federal
Court of Justice) referred to the Court for a preliminary ruling under Article 234 EC two questions on the
interpretation of Article 6(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ
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1989 L 40, p. 1).

2 Those questions were raised in proceedings between Gerolsteiner Brunnen GmbH &amp; Co.
(`Gerolsteiner Brunnen') and Putsch GmbH (`Putsch') concerning the alleged infringement of Gerolsteiner
Brunnen's trade mark rights by Putsch's use of the term `KERRY Spring' on labels on soft drinks marketed
by Putsch.

Legal background

3 According to the first recital in the preamble to Directive 89/104, the purpose of that directive is to
abolish existing disparities which may impede the free movement of goods and freedom to provide
services and may distort competition within the common market.

4 Article 6(1)(b) of that directive, entitled `Limitation of the effects of a trade mark', provides:

`1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time
of production of goods or of rendering of the service, or other characteristics of goods or services;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.'

5 The Gesetz über den Schutz von Marken und sonstigen Kennzeichen (German law on the protection of
trade marks and other distinctive signs) of 25 October 1994 (BGBl. 1994 I, p. 3082, 1995 I, p. 156; `the
Markengesetz') transposed Directive 89/104 into German law.

6 Paragraph 23 of the Markengesetz, entitled `Use of names and descriptive indications; Trade in spare
parts', provides:

`The proprietor of a trade mark or a commercial name shall not be entitled to prevent a third party from
using, in the course of trade,

...

2. a sign identical or similar to the trade mark or commercial name as an indication concerning
characteristics or particularities of goods or services such as, in particular, their kind, quality, intended
purpose, value, geographical origin or time of production or rendering,

...

provided that that use is not contrary to honest practices.'

The dispute in the main proceedings and the questions referred for a preliminary ruling

7 Gerolsteiner Brunnen bottles mineral water and produces soft drinks with a mineral water base and
markets them in Germany. It is the proprietor of word mark No 1100746 `Gerri', registered in Germany
with priority dated 21 December 1985, and of German word/figurative marks Nos 2010618, 2059923,
2059924 and 2059925, which contain the word `GERRI'. Those trade marks cover mineral water,
non-alcoholic beverages, fruit-juice based drinks and lemonades.

8 Since the mid-1990s Putsch has marketed soft drinks in Germany bearing labels including the words
`KERRY Spring'. Those drinks are manufactured and bottled in Ballyferriter in County Kerry, Ireland, by
the Irish company Kerry Spring Water using water from a spring called `Kerry Spring'.
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9 Gerolsteiner Brunnen commenced proceedings against Putsch in the German courts for infringement of
its trade mark rights. At first instance, the Landgericht München (Munich Regional Court) essentially
found for Gerolsteiner Brunnen and restrained Putsch from using the distinctive sign `KERRY Spring' for
mineral water or soft drinks. On appeal by Putsch, however, the Oberlandesgericht München (Munich
Higher Regional Court) dismissed Gerolsteiner Brunnen's claims. Gerolsteiner Brunnen then brought an
appeal on a point of law (`Revision') before the Bundesgerichtshof.

10 The Bundesgerichtshof considers that the conditions for the likelihood of aural confusion for the
purposes of Article 5(1)(b) of Directive 89/104 are met in the main proceedings. In those circumstances,
the outcome of the appeal on a point of law depends on the interpretation of Article 6(1)(b) of Directive
89/104 and, more particularly, on whether use `as a trade mark' excludes the applicability of that
provision.

11 In those circumstances, by order of 7 February 2002, the Bundesgerichtshof decided to stay
proceedings and to refer the following questions to the Court for a preliminary ruling:

`1. Is Article 6(1)(b) of the First Trade Mark Directive also applicable if a third party uses the indications
referred to therein as a trade mark (markenmässig)?

2. If so, must that use as a trade mark be taken into account when considering, pursuant to the final
clause of Article 6(1) of the First Trade Mark Directive, whether use has been in accordance with "honest
practices in industrial or commercial matters"?'

The questions referred for a preliminary ruling

12 By the questions referred for a preliminary ruling, which will be taken together, the referring court asks
the Court about the scope of Article 6(1) of Directive 89/104 in a situation such as that in the main
proceedings.

13 The referring court notes that there are differing views on whether the use of a geographical indication
to distinguish goods and identify their origin, which it describes as use `as a trade mark' (`markenmässig'),
means that Article 6(1) of Directive 89/104 does not apply.

14 The Commission pointed out by reference to the drafting history of Directive 89/104 that Article 5 of
the proposal for a first Council Directive to approximate the laws of the Member States relating to trade
marks (OJ 1980 C 351, p. 1) (which became Article 6 of Directive 89/104) laid down the formula
`provided he does not use them as a trade mark'. However, that formula was replaced in the amended
proposal (COM (85) 793 final (OJ 1985 C 351, p. 4)) by the words `provided he uses them in accordance
with honest industrial or commercial practice'. The Commission adds that it is apparent from the statement
of reasons for the amended proposal that that substitution was made in the interests of greater clarity.

15 In those circumstances, an expression such as `as a trade mark' cannot be regarded as appropriate for
determining the scope of Article 6 of Directive 89/104.

16 In order better to define its scope in circumstances such as those in the main proceedings it should be
borne in mind that, by a limitation of the effects of the rights derived from Article 5 of Directive 89/104
by the proprietor of a trade mark, Article 6 of that directive seeks to reconcile the fundamental interests of
trade-mark protection with those of free movement of goods and freedom to provide services in the
common market in such a way that trade mark rights are able to fulfil their essential role in the system of
undistorted competition which the Treaty seeks to establish and maintain (see, inter alia, Case C-63/97
BMW [1999] ECR I-905, paragraph 62).

17 Article 5(1) of Directive 89/104 allows the proprietor of a trade mark to prevent all third parties from
using, in the course of trade, any sign which is identical with the trade mark in relation to goods which
are identical with those for which the trade mark is registered (Article 5(1)(a))
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and any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods in question, there exists a likelihood of confusion on the part of the public (Article
5(1)(b)).

18 Article 6(1)(b) of Directive 89/104 provides that the proprietor of the trade mark may not prohibit a
third party from using, in the course of trade, indications concerning, inter alia, the geographical origin of
goods provided the third party uses them in accordance with honest practices in industrial or commercial
matters.

19 It should be noted that that provision draws no distinction between the possible uses of the indications
referred to in Article 6(1)(b) of Directive 89/104. For such an indication to fall within the scope of that
article, it suffices that it is an indication concerning one of the characteristics set out therein, like
geographical origin.

20 The main proceedings in the present case concern, first, the trade mark `GERRI', which has no
geographical connotation and, second, the sign `KERRY Spring', which refers to the geographical origin of
the water used in the manufacture of the product in question, the place where the product is bottled and
the place where the producer is established.

21 The Commission emphasised the geographical nature of the expression `KERRY Spring' by noting that
`Kerry Spring' is expressly included in the list of mineral waters recognised by Ireland for the purposes of
Council Directive 80/777/EEC of 15 July 1980 on the approximation of the laws of the Member States
relating to the exploitation and marketing of natural mineral waters (OJ 1980 L 229, p. 1) (see the list of
natural mineral waters recognised by the Member States published by the Commission in OJ 2002 C 41,
p. 1).

22 The referring court finds that there exists a likelihood of aural confusion for the purposes of Article
5(1)(b) of Directive 89/104 between `GERRI' and `KERRY' since experience shows that, when ordering
orally, customers shorten `KERRY Spring' to `KERRY'.

23 The question therefore arises whether such a likelihood of confusion between a word mark and an
indication of geographical origin entitles the proprietor of the trade mark to rely upon Article 5(1)(b) of
Directive 89/104 to prevent a third party from using the indication of geographical origin.

24 In answering that question, the only test mentioned in Article 6(1) of Directive 89/104 is whether the
indication of geographical origin is used in accordance with honest practices in industrial or commercial
matters. The condition of `honest practice' constitutes in substance the expression of a duty to act fairly in
relation to the legitimate interests of the trade mark owner (BMW, cited above, paragraph 61).

25 The mere fact that there exists a likelihood of aural confusion between a word mark registered in one
Member State and an indication of geographical origin from another Member State is therefore insufficient
to conclude that the use of that indication in the course of trade is not in accordance with honest
practices. In a Community of 15 Member States, with great linguistic diversity, the chance that there exists
some phonetic similarity between a trade mark registered in one Member State and an indication of
geographical origin from another Member State is already substantial and will be even greater after the
impending enlargement.

26 It follows that, in a case such as that in the main proceedings, it is for the national court to carry out
an overall assessment of all the relevant circumstances. Since the case concerns bottled drinks, the
circumstances to be taken into account by that court would include in particular the shape and labelling of
the bottle in order to assess, more particularly, whether the producer of the drink bearing the indication of
geographical origin might be regarded as unfairly competing
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with the proprietor of the trade mark.

27 The answer to the questions referred for a preliminary ruling must therefore be that Article 6(1)(b) of
Directive 89/104 is to be interpreted as meaning that, where there exists a likelihood of aural confusion
between a word mark registered in one Member State and an indication, in the course of trade, of the
geographical origin of a product originating in another Member State, the proprietor of the trade mark
may, pursuant to Article 5 of Directive 89/104, prevent the use of the indication of geographical origin
only if that use is not in accordance with honest practices in industrial or commercial matters. It is for the
national court to carry out an overall assessment of all the circumstances of the particular case in that
regard.

Costs

28 The costs incurred by the Greek and United Kingdom Governments and the Commission, which have
submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties to the
main action, a step in the proceedings pending before the national court, the decision on costs is a matter
for that court.

On those grounds,

THE COURT

(Fifth Chamber),

in answer to the questions referred to it by the Bundesgerichtshof by order of 7 February 2002, hereby
rules:

Article 6(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks is to be interpreted as meaning that, where there exists a
likelihood of aural confusion between a word mark registered in one Member State and an indication, in
the course of trade, of the geographical origin of a product originating in another Member State, the
proprietor of the trade mark may, pursuant to Article 5 of Directive 89/104, prevent the use of the
indication of geographical origin only if that use is not in accordance with honest practices in industrial or
commercial matters. It is for the national court to carry out an overall assessment of all the circumstances
of the particular case in that regard.
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Judgment of the Court (Second Chamber)
of 24 June 2004

Heidelberger Bauchemie GmbH. Reference for a preliminary ruling: Bundespatentgericht -
Germany. Trade marks - Harmonisation of laws - Directive 89/104/EEC - Signs capable of

constituting a trade mark - Combinations of colours - Colours blue and yellow for certain products
used in the building trade. Case C-49/02.

In Case C-49/02,

REFERENCE to the Court under Article 234 EC by the Bundespatentgericht (Germany) for a preliminary
ruling in the proceedings brought before that court by

Heidelberger Bauchemie GmbH ,

on the interpretation of Article 2 of the First Council Directive (89/104/EEC) of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the Chamber, J.-P. Puissochet, J.N. Cunha Rodrigues
(Rapporteur), R. Schintgen and N. Colneric, Judges,

Advocate General: P. Léger,

Registrar: H. von Holstein, Deputy Registrar

after considering the written observations submitted on behalf of:

- Heidelberger Bauchemie GmbH, by V. Schmitz, Rechtsanwalt,

- the Netherlands Government, by H.G. Sevenster, acting as Agent,

- the United Kingdom Government, by P. Ormond, acting as Agent, and D. Alexander, Barrister,

- the Commission of the European Communities, by N.B. Rasmussen and T. Jürgensen, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Heidelberger Bauchemie GmbH and the Commission at the hearing
on 6 November 2003,

after hearing the Opinion of the Advocate General at the sitting on

15 January 2004,

gives the following

Judgment

Costs

43. The costs incurred by the Netherlands and United Kingdom Governments and the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending before the national court, the decision on costs is a
matter for that court.

On those grounds,

THE COURT (Second Chamber),

in answer to the questions referred to it by the Bundespatentgericht by order of 22 January 2002,
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hereby rules:

Colours or combinations of colours which are the subject of an application for registration as a trade mark,
claimed in the abstract, without contours, and in shades which are named in words by reference to a
colour sample and specified according to an internationally recognised colour classification system may
constitute a trade mark for the purposes of Article 2 of the First Council Directive (89/104/EEC) of 21
December 1988 to approximate the laws of the Member States relating to trade marks where:

- it has been established that, in the context in which they are used, those colours or combinations of
colours in fact represent a sign, and

- the application for registration includes a systematic arrangement associating the colours concerned in a
predetermined and uniform way.

Even if a combination of colours satisfies the requirements for constituting a trade mark for the purposes
of Article 2 of the Directive, it is still necessary for the competent authority for registering trade marks to
decide whether the combination claimed fulfils the other requirements laid down, particularly in Article 3
of the Directive, for registration as a trade mark in relation to the goods or services of the undertaking
which has applied for its registration. Such an examination must take account of all the relevant
circumstances of the case, including any use which has been made of the sign in respect of which trade
mark registration is sought. That examination must also take account of the public interest in not unduly
restricting the availability of colours for other traders who market goods or services of the same type as
those in respect of which registration is sought.

1. By order of 22 January 2002, received at the Court on 20 February 2002, the Bundespatentgericht
(Federal Patents Court) referred to the Court for a preliminary ruling under Article 234 EC two questions
on the interpretation of Article 2 of the First Council Directive (89/104/EEC) of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) (hereinafter the
Directive').

2. Those questions were raised in proceedings brought by Heidelberger Bauchemie GmbH (hereinafter
Heidelberger Bauchemie') against the refusal by the Deutsches Patentamt (German Patent Office)
(hereinafter the Patent Office') to register the colours blue and yellow as a trade mark for certain products
used in the building trade.

Legal framework

The TRIPS Agreement

3. The Agreement on Trade-related Aspects of Intellectual Property Rights (hereinafter the TRIPS
Agreement'), which is set out in an annex to the Agreement establishing the World Trade Organisation of
15 April 1994, was approved on behalf of the European Community, as regards matters within its
competence, by Council Decision 94/800/EC of 22 December 1994 (OJ 1994 L 336, pp. 1 and 214). It
entered into force on 1 January 1995. However, according to Article 65(1) of the Agreement, Members
were not obliged to apply its provisions before the expiry of a general period of one year, that is to say
before 1 January 1996.

4. Article 15(1) of the TRIPS Agreement states:

Any sign, or any combination of signs, capable of distinguishing the goods or services of one undertaking
from those of other undertakings, shall be capable of constituting a trade mark. Such signs, in particular
words including personal names, letters, numerals, figurative elements and combinations of colours as well
as any combination of such signs, shall be eligible for registration as trade
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marks. Where signs are not inherently capable of distinguishing the relevant goods or services, Members
may make registrability depend on distinctiveness acquired through use. Members may require, as a
condition of registration, that signs be visually perceptible.'

Community legislation

5. Article 2 of the Directive, headed Signs of which a trade mark may consist', is worded as follows:

A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

6. Article 3 of the Directive, headed Grounds for refusal or invalidity' provides:

1. The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin, or the time of production of the
goods or of rendering of the service, or other characteristics of the goods;

(d) trade marks which consist exclusively of signs or indications which have become customary in the
current language or in the bona fide and established practices of the trade;

...

3. A trade mark shall not be refused registration or be declared invalid in accordance with paragraph 1(b),
(c) or (d) if, before the date of application for registration and following the use which has been made of
it, it has acquired a distinctive character. Any Member State may in addition provide that this provision
shall also apply where the distinctive character was acquired after the date of application for registration or
after the date of registration.

...'

German legislation

7. The Gesetz über den Schutz von Marken und sonstigen Kennzeichen (Law on Trade Marks and other
Distinctive Signs) of 25 October 1994 (BGB1. 1994 I, p. 3082) (hereinafter the Markengesetz'), contained
in Article 1 of the Gesetz zur Reform des Markenrechts und zur Umsetzung der Ersten Richtlinien (Law
to reform the Law of Trade Marks and implement the First Directive), which entered into force on 1
January 1995, is intended to transpose the Directive into German law.

8. Paragraph 3(1) of the Markengesetz states:

Any sign, particularly words, including personal names, designs, letters, numerals, acoustic signs,
three-dimensional forms including the shape of goods or their packaging as well as other get-ups including
colours and combinations of colours, which is capable of distinguishing the goods or services of one
undertaking from those of other undertakings may be protected as a trade mark.'

9. Paragraph 8 of the Markengesetz provides:

1. Signs protectable as trade marks for the purposes of Paragraph 3 but not capable of being represented
graphically shall not be eligible for registration.

2. Trade marks shall not be eligible for registration
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which are incapable of distinguishing the goods or services concerned,

...

3. Subparagraph 2(1), (2) and (3) shall not apply where the trade mark became accepted by the relevant
section of the public before the date of the decision on registration, following its use for the goods and
services in respect of which the application for registration was made.'

The main proceedings and the questions referred

10. On 22 March 1995, Heidelberger Bauchemie applied to the Patent Office for the registration of the
colours blue and yellow as a trade mark. The section headed reproduction of the mark' comprised a
rectangular piece of paper, the upper part of which was blue and the lower half yellow. The following
description of the mark accompanied the application:

The trade mark applied for consists of the applicant's corporate colours which are used in every
conceivable form, in particular on packaging and labels.

The specification of the colours is:

RAL 5015/HKS 47 - blue

RAL 1016/HKS 3 - yellow.'

11. Registration of the mark was applied for in relation to a list of various products used in the building
trade, including adhesives, solvents, varnishes, paints, lubricants and insulating materials.

12. By decision of 18 September 1996, the Patent Office rejected that application on the grounds, first,
that the sign which it was sought to register was not capable of constituting a trade mark and was not
capable of being represented graphically and, secondly, that the mark was devoid of any distinctive
character. However, following the black/yellow colour mark' decision of the Bundesgerichtshof (Federal
Court of Justice) (Germany) of 10 December 1998, the Patent Office reviewed its position. By decision of
2 May 2000, it accepted that colours are in principle able to constitute a trade mark, but rejected the
application on the ground of lack of any distinctive character. Heidelberger Bauchemie brought an appeal
against that decision before the Bundespatentgericht.

13. The Bundespatentgericht considered that it was uncertain whether abstract, undelineated marks could be
treated as signs' capable of being represented graphically within the meaning of Article 2 of the Directive.
That provision refers to signs that are clearly defined and specific, indirectly visible and capable of being
represented graphically. The capability of a sign of being graphically represented specified in Article 2 of
the Directive reflects the principle of precision, which is a prerequisite of registration under trade mark
law. It is doubtful whether a mark consisting of an abstract colour can satisfy that principle. An
interpretation of Article 2 of the Directive is therefore necessary in order to determine whether abstract
colours or combinations of colours are signs capable of constituting a trade mark. Consideration should
also be given to how far the protection of abstract colour marks' is compatible with the requirement of
legal certainty for all operators in the market or prevents the free movement of goods and services by
granting the proprietors of trade marks over-extensive monopoly rights which are unreasonable from the
point of view of their competitors.

14. In those circumstances, the Bundespatentgericht decided to stay the proceedings and to refer the
following questions to the Court for a preliminary ruling:

Do colours or combinations of colours which are the subject of an application for registration as a trade
mark, claimed in the abstract, without contours and in shades which are named in words by reference to a
colour sample (colour specimen) and specified according to a recognised colour
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classification system, satisfy the conditions for capability of constituting a trade mark for the purposes of
Article 2 of [the Directive]?

In particular, for the purposes of Article 2 of the Directive, is such an (abstract) colour mark

(a) a sign,

(b) sufficiently distinctive to be capable of indicating origin,

(c) capable of being represented graphically?'

The questions referred

15. By its questions, which should be dealt with together, the national court is essentially asking whether,
and if so under what conditions, colours or combinations of colours designated in the abstract and without
contours are capable of constituting a trade mark for the purposes of Article 2 of the Directive.

16. In that regard, the Court noted at paragraphs 24 to 26 of its judgment in Case C104/01 Libertel [2003]
ECR I-3793 that the Council of the European Union and the Commission made a joint declaration, entered
in the minutes of the Council meeting on the adoption of the Directive, that they consider that Article 2
does not exclude the possibility ... of registering as a trade mark a combination of colours or a single
colour... provided that they are capable of distinguishing the goods or services of one undertaking from
those of other undertakings' (OHIM OJ No 5/96, p. 607).

17. That declaration cannot be used to interpret a provision of secondary legislation where, as in this case,
no reference is made to the content thereof in the wording of the provision in question and it therefore has
no legal significance (Case C292/89 Antonissen [1991] ECR I-745, paragraph 18, and Case C-329/95 VAG
Sverige [1997] ECR I-2675, paragraph 23). The Council and the Commission also explicitly recognised
that limitation in the preamble to their declaration, which states: since the following statements of the
Council and the Commission are not part of the legal text they are without prejudice to the interpretation
of that text by the Court of Justice of the European Communities'.

18. Accordingly, it is for the Court to determine whether, and if so under what conditions, Article 2 of the
Directive is to be interpreted as meaning that colours or combinations of colours designated without any
form of spatial delimitation are capable of constituting a trade mark.

19. Article 15(1) of the TRIPS Agreement provides that combinations of colours ... shall be eligible for
registration as trade marks'. However, that Agreement does not define a combination of colours'.

20. Since the Community is a party to the TRIPS Agreement, it is required to interpret its legislation on
trade marks so far as possible in the light of the wording and purpose of that Agreement (see, to that
effect, Case C53/96 Hermès [1998] ECR I-3603, paragraph 28).

21. It should therefore be established whether Article 2 of the Directive can be interpreted as meaning that
combinations of colours' are capable of constituting a trade mark.

22. To constitute a trade mark under Article 2 of the Directive, colours or combinations of colours must
satisfy three conditions. First, they must be a sign. Secondly, that sign must be capable of being
represented graphically. Thirdly, the sign must be capable of distinguishing the goods or services of one
undertaking from those of other undertakings (see, to that effect, Libertel , paragraph 23).

23. As the Court has already held, colours are normally a simple property of things (Libertel , paragraph
27). Even in the particular field of trade, colours and combinations of colours are
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generally used for their attractive or decorative powers, and do not convey any meaning. However, it is
possible that colours or combinations of colours may be capable, when used in relation to a product or a
service, of being a sign.

24. For the purposes of the application of Article 2 of the Directive, it is necessary to establish that in the
context in which they are used colours or combinations of colours which it is sought to register in fact
represent a sign. The purpose of that requirement is in particular to prevent the abuse of trademark law in
order to obtain an unfair competitive advantage.

25. Moreover, it is clear from the Court's case-law (Case C-273/00 Sieckmann [2002] ECR I-11737,
paragraphs 46 to 55, and Libertel , paragraphs 28 and 29) that a graphic representation in terms of Article
2 of the Directive must enable the sign to be represented visually, particularly by means of images, lines
or characters, so that it can be precisely identified.

26. Such an interpretation is necessary for the proper working of the trade mark registration system.

27. The function of the requirement of graphic representation is in particular to define the mark itself in
order to determine the precise subject of the protection afforded by the registered mark to its proprietor.

28. The entry of the mark in a public register has the aim of making it accessible to the competent
authorities and to the public, particularly to economic operators.

29. On the one hand, the competent authorities must know with clarity and precision the nature of the
signs of which a mark consists in order to be able to fulfil their obligations in relation to the prior
examination of applications for registration and the publication and maintenance of an appropriate and
precise register of trade marks.

30. On the other hand, economic operators must be able to acquaint themselves, with clarity and precision,
with registrations or applications for registration made by their actual or potential competitors, and thus to
obtain relevant information about the rights of third parties.

31. In those circumstances, in order to fulfil its role as a registered trade mark, a sign must always be
perceived unambiguously and uniformly, so that the function of mark as an indication of origin is
guaranteed. In the light of the duration of a mark's registration and the fact that, as the Directive provides,
it can be renewed for varying periods, the representation must also be durable.

32. It follows from the above that a graphic representation for the purpose of Article 2 of the Directive
must be, in particular, precise and durable.

33. Accordingly, a graphic representation consisting of two or more colours, designated in the abstract and
without contours, must be systematically arranged by associating the colours concerned in a predetermined
and uniform way.

34. The mere juxtaposition of two or more colours, without shape or contours, or a reference to two or
more colours in every conceivable form', as is the case with the trade mark which is the subject of the
main proceedings, does not exhibit the qualities of precision and uniformity required by Article 2 of the
Directive, as construed in paragraphs 25 to 32 of this judgment.

35. Such representations would allow numerous different combinations, which would not permit the
consumer to perceive and recall a particular combination, thereby enabling him to repeat with certainty the
experience of a purchase, any more than they would allow the competent authorities and economic
operators to know the scope of the protection afforded to the proprietor of the trade mark.

36. As regards the manner in which each of the colours concerned is represented, it is clear from
paragraphs 33, 34, 37, 38 and 68 of Libertel that a sample of the colour concerned, accompanied
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by a designation using an internationally recognised identification code, may constitute a graphic
representation for the purposes of Article 2 of the Directive.

37. As regards the question whether, for the purposes of this provision, colours or combinations of colours
are capable of distinguishing the goods or services of one undertaking from those of other undertakings, it
must be determined whether or not those colours or combinations of colours are capable of conveying
precise information, particularly as regards the origin of a product or service.

38. It follows from paragraphs 40, 41 and 65 to 67 of Libertel that, whilst colours are capable of
conveying certain associations of ideas, and of arousing feelings, they possess little inherent capacity for
communicating specific information, especially since they are commonly and widely used, because of their
appeal, in order to advertise and market goods or services, without any specific message.

39. Save in exceptional cases, colours do not initially have a distinctive character, but may be capable of
acquiring such character as the result of the use made of them in relation to the goods or services claimed.

40. Subject to the above, it must be accepted that for the purposes of Article 2 of the Directive colours
and combinations of colours, designated in the abstract and without contours, may be capable of
distinguishing the goods or services of one undertaking from those of other undertakings.

41. It should be added that, even if a combination of colours which it is sought to register as a trade mark
satisfies the requirements for constituting a trade mark for the purposes of Article 2 of the Directive, it is
still necessary for the competent authority for registering trade marks to decide whether the combination
claimed satisfies the other requirements laid down, particularly in Article 3 of the Directive, for
registration as a trade mark in relation to the goods or services of the undertaking which has applied for
its registration. That examination must take account of all the relevant circumstances of the case, including
any use which has been made of the sign in respect of which trade mark registration is sought (Libertel ,
paragraph 76, and Case 363/99 Koninklijke KPN Nederland [2004] ECR I-0000, paragraph 37). That
examination must also take account of the public interest in not unduly restricting the availability of
colours for other traders who market goods or services of the same type as those in respect of which
registration is sought (Libertel , paragraphs 52 to 56).

42. In light of the above, the answer to the questions must be that colours or combinations of colours
which are the subject of an application for registration as a trade mark, claimed in the abstract, without
contours, and in shades which are named in words by reference to a colour sample and specified
according to an internationally recognised colour classification system may constitute a trade mark for the
purposes of Article 2 of the Directive where:

- it has been established that, in the context in which they are used, those colours or combinations of
colours in fact represent a sign, and

- the application for registration includes a systematic arrangement associating the colours concerned in a
predetermined and uniform way.

Even if a combination of colours satisfies the requirements for constituting a trade mark for the purposes
of Article 2 of the Directive, it is still necessary for the competent authority for registering trade marks to
decide whether the combination claimed fulfils the other requirements laid down, particularly in Article 3
of the Directive, for registration as a trade mark in relation to the goods or services of the undertaking
which has applied for its registration. Such an examination must take account of all the relevant
circumstances of the case, including any use which has been
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made of the sign in respect of which trade mark registration is sought. That examination must also take
account of the public interest in not unduly restricting the availability of colours for other traders who
market goods or services of the same type as those in respect of which registration is sought.
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Judgment of the Court (Sixth Chamber)
of 27 November 2003

Shield Mark BV v Joost Kist h.o.d.n. Memex. Reference for a preliminary ruling: Hoge Raad der
Nederlanden - Netherlands. Trade marks - Approximation of laws - Directive 89/104/EEC - Article 2
- Signs of which a trade mark may consist - Signs capable of being represented graphically - Sound

signs - Musical notation - Written description - Onomatopoeia. Case C-283/01.

In Case C-283/01,

REFERENCE to the Court under Article 234 EC by the Hoge Raad der Nederlanden (Netherlands) for a
preliminary ruling in the proceedings pending before that court between

Shield Mark BV

and

Joost Kist h.o.d.n. Memex,

"on the interpretation of Article 2 of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT

(Sixth Chamber),

composed of: V. Skouris, acting for the President of the Sixth Chamber, J.N. Cunha Rodrigues, J.-P.
Puissochet, R. Schintgen and F. Macken (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M.-F. Contet, Principal Administrator,

after considering the written observations submitted on behalf of:

- Shield Mark BV, by T. Cohen Jehoram and E.J. Morée, advocaten,

- the Netherlands Government, by H.G. Sevenster, acting as Agent,

- the French Government, by G. de Bergues and A. Maitrepierre, acting as Agents,

- the Italian Government, by U. Leanza, acting as Agent, assisted by O. Fiumara, avvocato dello Stato,

- the Austrian Government, by C. Pesendorfer, acting as Agent,

- the United Kingdom Government, by J.E. Collins, acting as Agent, and D. Alexander, Barrister,

- the Commission of the European Communities, by N.B. Rasmussen and H.M.H. Speyart, acting as
Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Shield Mark BV, represented by T. Cohen Jehoram, of the
Netherlands Government, represented by N.A.J. Bel, acting as Agent, and also of the Commission,
represented by N.B. Rasmussen and H. van Vliet, acting as Agent, at the hearing on 27 February 2003,

after hearing the Opinion of the Advocate General at the sitting on 3 April 2003,

gives the following

Judgment
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Costs

65 The costs incurred by the Netherlands, French, Italian, Austrian and United Kingdom Governments and
by the Commission, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the action pending before the national
court, the decision on costs is a matter for that court.

On those grounds,

THE COURT

(Sixth Chamber),

in answer to the questions referred to it by the Hoge Raad der Nederlanden by judgment of 13 July 2001,
hereby rules:

1. Article 2 of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks is to be interpreted as meaning that sound signs must be capable of
being regarded as trade marks provided that they are capable of distinguishing the goods or services of
one undertaking from those of other undertakings and are capable of being represented graphically.

2. Article 2 of Directive 89/104 must be interpreted as meaning that a trade mark may consist of a sign
which is not in itself capable of being perceived visually, provided that it can be represented graphically,
particularly by means of images, lines or characters, and that its representation is clear, precise,
self-contained, easily accessible, intelligible, durable and objective.

In the case of a sound sign, those requirements are not satisfied when the sign is represented graphically
by means of a description using the written language, such as an indication that the sign consists of the
notes going to make up a musical work, or the indication that it is the cry of an animal, or by means of a
simple onomatopoeia, without more, or by means of a sequence of musical notes, without more. On the
other hand, those requirements are satisfied where the sign is represented by a stave divided into measures
and showing, in particular, a clef, musical notes and rests whose form indicates the relative value and,
where necessary, accidentals.

1 By judgment of 13 July 2001, received at the Court on 18 July 2001, the Hoge Raad der Nederlanden
(Netherlands) referred to the Court under Article 234 EC two questions for a preliminary ruling on the
interpretation of Article 2 of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1; `the Directive').

2 Those question were raised in proceedings between Shield Mark BV (`Shield Mark') and Mr Kist,
trading as Memex, concerning the latter's use in the course of his trade of signature tunes (jingles)
previously registered by Shield Mark at the Benelux Trade Marks Office (`BBM') as sound marks.

Legal framework

Community legislation

3 According to the first recital in the preamble to the Directive, the purpose of the Directive is to
approximate the laws of Member States on trade marks in order to remove the disparities capable of
impeding the free movement of goods and freedom to provide services and distorting competition within
the common market. However, as indicated in the third recital, the Directive does not seek to achieve
full-scale approximation of those laws.

4 The seventh recital to the Directive states that `attainment of the objectives at which this
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approximation of laws is aiming requires that the conditions for obtaining and continuing to hold a
registered trade mark are, in general, identical in all Member States' and that, `to this end, it is necessary
to list examples of signs which may constitute a trade mark, provided that such signs are capable of
distinguishing the goods or services of one undertaking from those of other undertakings'.

5 Article 2 of the Directive, entitled `Signs of which a trade mark may consist', contains the list of
examples referred to in the seventh recital. It provides:

`A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

6 Article 3 of the Directive, entitled `Grounds for refusal or invalidity', provides in paragraph 1(a) and (b):

`The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character'.

Legislation applicable to Benelux

7 The Kingdom of Belgium, the Grand Duchy of Luxembourg and the Kingdom of the Netherlands laid
down their trade marks law in a common law, the uniform Benelux law on trade marks (Trb. 1962, 58,
and Trb. 1983, 187; `the LBM'), and responsibility for its implementation was entrusted to a common
institution, the BBM.

8 The LBM was amended, with effect from 1 January 1996, by the Protocol of 2 December 1992
amending that law (Trb. 1993, 12, `the Protocol'), in order to transpose the Directive into the legal order
of those three Member States.

9 However, it was not deemed necessary to amend the LBM for the purpose of expressly transposing
Articles 2 and 3 of the Directive. In that regard, the sixth and seventh subparagraphs of point I.2 of the
grounds of the Protocol provide:

`Article 2 of the Directive, concerning signs which may be protected, does not require amendment of the
LBM. The wording of that article corresponds almost wholly with Article 1 of the LBM. While it is true
that, unlike Article 2 of the Directive, Article 1 of the LBM does not require that the signs be capable of
being represented graphically, in practice signs are none the less required to satisfy that requirement in
order to benefit from protection as a trade mark.

Nor did Article 3 of the Directive entail an amendment of the LBM. The absolute grounds for refusal or
invalidity set out in the first paragraph of that article may be found in Articles 1 and 4(1) and (2), taken
together with Article 14(A)(1) of the LBM....'

10 Article 1 of the LBM, which was not thus amended by the Protocol, provides in the first paragraph:

`Denominations, designs, prints, seals, letters, numbers, shapes of products or of packaging and all other
signs serving to distinguish an undertaking's products shall be regarded as individual trade marks.'

11 Article 1(b) of the regulation implementing the LBM provides that `[t]he Benelux deposit of a trade
mark shall be done in French or Dutch by production of a document bearing... a reproduction of the trade
mark'.
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12 Although, before the entry into force of the Protocol on 1 January 1996, the BBM did not carry out a
substantive check of the registration of a trade mark, such a check, where necessary, being made ex post
facto, on the occasion of an invalidity action or in a counterclaim action in a case involving breach of the
rights of the holder of the trade mark, it now examines applications on the basis of the absolute grounds
for refusal laid down in the LBM.

13 As regards sound marks, the BBM initially considered that they could be registered. However,
following the judgment of the Gerechtshof te's Gravenhage (Regional Court of Appeal) (Netherlands) of 27
May 1999, delivered in proceedings between the parties to the main proceedings, the BBM has generally
refused to register sound marks.

Main proceedings and questions referred to the Court

14 Shield Mark is the holder of 14 trade marks registered at the BBM, the first on 5 June 1992 and the
most recent on 2 February 1999, for various products and services in Classes 9 (computer software
(recorded), etc.), 16 (magazines, newspapers, etc.), 35 (publicity, business management, etc.), 41
(education, training, organisation of seminars on publicity, marketing, intellectual property and
communications in the business sector, etc.) and 42 (legal services) of the Nice Agreement Concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as amended and modified.

15 Four of those trade marks consist of a musical stave with the first nine notes of the musical
composition `Für Elise', by Ludwig van Beethoven. Two of them also state: `Sound mark. The trade
mark consists of the representation of the melody formed by the notes (graphically) transcribed on the
stave', plus, in one case, `played on a piano'.

16 Four other trade marks consist of the first nine notes of `Für Elise'. Two of them also state: `Sound
mark. The trade mark consists of the melody described', plus, in one case, `played on a piano'.

17 Three further marks consist of the sequence of musical notes `E, D

, E, D

, E, B, D, C, A'. Two of them also state: `Sound mark. The trade mark consists of the reproduction of
the melody formed by the sequence of notes as described', plus, in one case, `played on a piano'.

18 Two of the trade marks registered by Shield Mark consist of the denomination `Kukelekuuuuu' (an
onomatopoeia suggesting, in Dutch, a cockcrow). One of them states: `Sound mark, the trade mark
consists of an onomatopoeia imitating a cockcrow'.

19 Last, one mark consists of a `cockcrow' and also states: `Sound mark, the trade mark consists of the
cockcrow as described'.

20 In October 1992, Shield Mark launched a radio advertising campaign, each of its commercials
beginning with a signature tune employing the first nine notes of `Für Elise'. Furthermore, from February
1993 Shield Mark has issued a news sheet describing the services which it offers on the market. Its news
sheets are displayed on stands in bookshops and newspaper kiosks and the signature tune is heard each
time a news sheet is removed from the stand. Last, Shield Mark publishes software for lawyers and
marketing specialists and each time the disk containing the software starts up a cockcrow is heard.

21 Mr Kist, who operates as a communications consultant, in particular in advertising law and trade marks
law, organises seminars on intellectual property and marketing and publishes a review dealing with those
matters.

22 During an advertising campaign which began on 1 January 1995, Mr Kist used a melody consisting
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of the first nine notes of `Für Elise' and also sold a computer program which, when starting up, emits a
cockcrow.

23 Shield Mark brought an action against Mr Kist for infringement of its trade mark and unfair
competition.

24 By judgment of 27 May 1999, the Gerechtshof te's Gravenhage granted Shield Mark's application in so
far as it was based on the law of civil responsibility, but dismissed it in so far as it was based on trade
marks law, on the ground that it was the intention of the Governments of the Member States of Benelux
to refuse to register sounds as trade marks.

25 Shield Mark appealed to the Hoge Raad der Nederlanden, which decided to stay proceedings and to
refer the following questions to the Court for a preliminary ruling:

`1. (a) Must Article 2 of the Directive be interpreted as precluding sounds or noises from being regarded
as trade marks?

(b) If the answer to question 1(a) is in the negative, does the system established by the Directive require
that sounds or noises must be capable of being regarded as trade marks?

2. (a) If the answer to question 1(a) is in the negative, what requirements does the Directive lay down for
sound marks as regards the reference in Article 2 to the need for the sign to be capable of being
represented graphically and, in conjunction therewith, as regards the way in which the registration of such
a trade mark must take place?

(b) In particular, are the requirements referred to in (a) satisfied if the sound or the noise is registered in
one of the following forms:

- musical notes;

- a written description in the form of an onomatopoeia;

- a written description in some other form;

- a graphical representation such as a sonogram;

- a sound recording annexed to the registration form;

- a digital recording accessible via the internet;

- a combination of those methods;

- some other form and, if so, which?'

First question

26 By part (a) of its first question, the national court is asking whether Article 2 of the Directive must be
interpreted as precluding sound signs from being regarded as trade marks. In the event that the answer is
in the negative, it asks, by part (b) of its first question, whether that article implies that sound signs must
be capable of being regarded as trade marks.

Observations submitted to the Court

27 According to Shield Mark, it follows from the seventh recital to the Directive that Article 2 thereof
does not contain an exhaustive list of signs of which a trade mark may consist. Accordingly, all signs
capable of serving to distinguish an undertaking's products or services from those of other undertakings
may, in principle, serve as trade marks. It follows, in its submission, that since sound signs are clearly
capable of doing so they may fulfil the role of a trade mark.

28 That interpretation is supported, in particular, by the Opinion of Advocate General Ruiz-Jarabo
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Colomer in Case C-273/00 Sieckmann [2002] ECR I-11737, by the preliminary work on the Directive and
the Council documents available to the public concerning the adoption of both the Directive and Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), and
also by the Examination Guidelines of the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM).

29 The Netherlands, French, Italian, Austrian and United Kingdom Governments maintain that sounds are
capable of distinguishing products or services of one undertaking from those of other undertakings. As the
list of signs of which a trade mark may consist in Article 2 of the Directive is merely indicative, sounds
may constitute trade marks.

30 The French and Austrian Governments further state that, owing to the objective of the Directive, which
is to approximate the laws of the Member States relating to trade marks, sounds must be capable of being
regarded as trade marks provided that they are capable of being represented graphically.

31 The Commission observes that Article 2 of the Directive requires that, in order to be registered as a
trade mark, a sign must be capable of being represented graphically and capable of distinguishing the
goods or services of one undertaking from those of other undertakings. In its view, it follows from the
system established by Articles 2 and 3 of the Directive that distinctive character for the purposes of
Article 2, unlike Article 3, does not relate to whether a sign may actually assume a distinctive character
for the goods or services for which its registration as a trade mark is sought, but rather to the possession,
by the sign in question, of a distinctive character in general terms, irrespective of the various categories of
products or services.

32 Sounds and noises are perceptible by human beings, who are able to remember them, and they allow
the goods or services of one undertaking to be distinguished from those of other undertakings.
Furthermore, they are capable of being represented graphically.

33 Since the list of signs of which a trade mark may consist in Article 2 of the Directive is not limitative,
the Commission infers that signs consisting of sounds or noises are in principle capable of being registered
as trade marks, on condition that they are capable of distinguishing goods or services without any risk of
confusion and that they are capable of being represented graphically in a clear, precise and stable manner
which allows third parties to understand without difficulty what trade mark is being protected.

The Court's response

34 As regards the first question, the purpose of Article 2(a) of the Directive is to define the types of signs
of which a trade mark may consist. That provision states that a trade mark may consist of `particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging...'.
Admittedly, that provision mentions only signs which are capable of being perceived visually, are
two-dimensional or three-dimensional and can thus be represented by means of letters or written characters
or by a picture (Sieckmann, cited above, paragraph 43).

35 However, as is clear from the language of both Article 2 of the Directive and the seventh recital in the
preamble thereto, which refers to a `list [of] examples' of signs of which a trade mark may consist, that
list is not exhaustive. Consequently, that provision, although it does not mention signs which are not in
themselves capable of being perceived visually, such as sounds, does not, however, expressly exclude them
(see, to that effect, regarding olfactory signs, Sieckmann, paragraph 44).

36 Furthermore, as Shield Mark, the intervening Governments and the Commission have stated, sound
signs are not by nature incapable of distinguishing the goods or services of one undertaking from those of
other undertakings.
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37 In those circumstances, Article 2 of the Directive must be interpreted as meaning that sounds may
constitute a trade mark, on condition that they may also be represented graphically, a question to be dealt
with when the Court considers the second question.

38 As regards part (b) of the first question, Article 2 of the Directive does not preclude the registration of
sounds as trade marks. Consequently, the Member States cannot preclude such registration as a matter of
principle.

39 Although the Directive does not seek to achieve full-scale approximation of the laws of the Member
States relating to trade marks, it is clear from the seventh recital to the Directive that the conditions for
obtaining and continuing to hold a trade mark are to be the same in all the Member States.

40 In that regard, as the French Government has observed, the nature of the signs of which a trade mark
may consist cannot differ from one Member State to another.

41 The answer to the first question must therefore be that Article 2 of the Directive is to be interpreted as
meaning that sound signs must be capable of being regarded as trade marks provided that they are capable
of distinguishing the goods or services of one undertaking from those of other undertakings and are
capable of being represented graphically.

Second question

42 By its second question, the national court is asking the Court to state the conditions on which a sound
sign is capable of being represented graphically within the meaning of Article 2 of the Directive and, in
particular, whether musical notes, a written description in the form of an onomatopoeia, a written
description in some other form, a graphical representation such as a sonogram, a sound recording annexed
to the registration form, a digital recording accessible via the internet, a combination of those methods, or
any other form meet the requirements of graphical representation.

Observations submitted to the Court

43 First of all, Shield Mark, the intervening Governments and the Commission agree that any graphical
representation of a sound sign must satisfy various requirements in order for the sign to be capable of
being a trade mark.

44 Thus, in Shield Mark's submission, the graphical representation must be clear, precise and
comprehensible, without undue effort, to third parties. According to the Netherlands Government, it must
be complete, clear and precise, so that it is possible to know to what the exclusivity of the holder of the
trade mark relates, and intelligible to those with an interest in consulting the trade mark register. The
French Government claims that the graphical representation must be clear and precise, although it is not
essential that the perception of the sign be immediate for the public; furthermore, the protected sign must
be intelligible. The Italian Government submits that the representation must be suitable for expressing the
sound, for rendering it comprehensible and for distinguishing it. The Austrian Government maintains that
the sound of a sound sign must be clear from a graphical representation or must be capable of being
inferred with sufficient clarity, so that the scope of such protection as the trade mark may afford is
recognisable with sufficient precision. According to the United Kingdom Government, the graphical
representation must be sufficiently complete in itself, clear, precise and understood, without undue effort,
by persons consulting the trade mark register. Last, the Commission claims that the representation must
be clear, precise and stable and must allow third parties to understand without difficulty what the protected
trade mark is.

45 As regards, second, the acceptable forms of graphical representation of sound signs, Shield Mark, the
French, Austrian and United Kingdom Governments and the Commission maintain that a
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musical stave constitutes a graphical representation for the purposes of Article 2 of the Directive.

46 Shield Mark and the French Government, unlike the United Kingdom Government and the Commission,
take the view that a reference to a well-known work, such as `the first nine notes of "Für Elise"',
constitutes a graphical representation.

47 Unlike the French and United Kingdom Governments, Shield Mark and the Commission maintain that
the description of a tune by the transcription of the notes of which it is composed, such as `E, D

, E, D

, E, B, D, C, A' must be regarded as a graphical representation of the melody concerned.

48 Shield Mark and the French and Austrian Governments accept, in essence, that a sonogram constitutes
a graphical representation, while the Austrian Government further states that such a sign may be registered
provided that it is accompanied by an acoustic reproduction on a data carrier, and the French Government
states that this mode of representation might be accompanied by a sound recording or a digital recording.
The United Kingdom Government, on the other hand, maintains that, generally, this form of graphical
representation cannot be accepted and the Commission rejects the contention that, at the current stage of
technology, a sonogram may be an acceptable form of graphical representation when filing a sign for
registration as a trade mark.

49 Unlike the French and Austrian Governments, Shield Mark and, in certain circumstances (where the
description is clear and unambiguous), the United Kingdom Government and the Commission take the
view that an onomatopoeia is also capable of being registered.

50 As regards a sound recording annexed to the registration form, the French Government submits that it
might accompany a sonogram or a spectrogram and the Austrian Government maintains that it must be
annexed to a sonogram. On the other hand, this purported mode of `graphical representation' is disputed
as a means of filing an application for a sign as a trade mark by Shield Mark, the United Kingdom
Government and the Commission.

The Court's response

51 As a preliminary observation, it is to be remembered that, in the context of the cooperation between
the Court of Justice and the national courts provided for by Article 234 EC, it is solely for the national
court before which the dispute has been brought, and which must assume responsibility for the subsequent
judicial decision, to determine in the light of the particular circumstances of the case both the need for a
preliminary ruling in order to enable it to deliver judgment and the relevance of the questions which it
submits to the Court. Consequently, where the questions submitted by the national court concern the
interpretation of Community law, the Court of Justice is, in principle, bound to give a ruling (see, inter
alia, Case C-415/93 Bosman [1995] ECR I-4921, paragraph 59).

52 Nevertheless, the Court has taken the view that, in order to determine whether it has jurisdiction, it
should examine the conditions in which the case was referred to it by the national court. The spirit of
cooperation which must prevail in the preliminary-ruling procedure requires the national court, for its part,
to have regard to the function entrusted to the Court of Justice, which is to assist in the administration of
justice in the Member States and not to deliver advisory opinions on general or hypothetical questions
(see, inter alia, Bosman, cited above, paragraph 60).

53 The Court may therefore decline to rule on a question referred by a national court for a preliminary
ruling where, inter alia, the problem is hypothetical (see, inter alia, Case C-111/01 Gantner Electronic
[2003] ECR I-0000. paragraph 36).
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54 In the present case, Shield Mark did not file an application for registration in the form of a sonogram,
a sound recording, a digital recording or a combination of those methods, so that, in the absence of
relevance, an answer cannot be provided to the question in so far as it relates to those modes of
representation.

55 As regards, in the first place, the requirements to be satisfied by any graphical representation, the Court
held in Sieckmann, cited above, which concerned olfactory signs, that Article 2 of the Directive must be
interpreted as meaning that a trade mark may consist of a sign which is not in itself capable of being
perceived visually, provided that it can be represented graphically, particularly by means of images, lines
or characters, and that its representation is clear, precise, self-contained, easily accessible, intelligible,
durable and objective.

56 Those conditions are also binding on sound signs, which, like olfactory signs, are not in themselves
capable of visual perception.

57 As regards, in the second place, acceptable forms of graphical representation, although it is for the
national court to determine, in each specific case before it, whether the sign was capable of constituting a
trade mark and could therefore be validly registered, the Court is none the less competent to provide
guidance as to whether a representation by means of musical notes or a representation using the written
language constitutes a graphical representation of a sound sign for the purposes of Article 2 of the
Directive.

58 It must be emphasised at the outset that a sign cannot be registered as a sound mark where the
applicant has failed to state in the application for registration that the sign in question must be understood
as being a sound sign. In such a case, the competent trade mark registration authority, and the public, in
particular traders, are entitled to consider that it is a word mark or a figurative mark as represented
graphically in the application for registration.

59 As regards, first, the representation of a sound sign by a description using the written language, it
cannot be precluded a priori that such a mode of graphical representation satisfies the requirements defined
at paragraph 55 of this judgment. However, in the case of signs such as those at issue in the main
proceedings, a graphical representation such as `the first nine notes of "Für Elise"' or `a cockcrow' at the
very least lacks precision and clarity and therefore does not make it possible to determine the scope of the
protection sought. Accordingly, it cannot constitute a graphical representation of that sign for the purposes
of Article 2 of the Directive.

60 As regards, next, an onomatopoeia, it must be held that there is a lack of consistency between the
onomatopoeia itself, as pronounced, and the actual sound or noise, or the sequence of actual sounds or
noises, which it purports to imitate phonetically. Thus, where a sound sign is represented graphically by a
simple onomatopoeia, it is not possible for the competent authorities and the public, in particular traders,
to determine whether the protected sign is the onomatopoeia itself, as pronounced, or the actual sound or
noise. Furthermore, an onomatopoeia may be perceived differently, depending on the individual, or from
one Member State to another. That is so in the case of the Dutch onomatopoeia `Kukelekuuuuu', which
seeks to transcribe a cockcrow, and which is very different from the corresponding onomatopoeia in the
other languages used in the Benelux Member States. Consequently, a simple onomatopoeia cannot without
more constitute a graphical representation of the sound or noise of which it purports to be the phonetic
description.

61 As regards, last, musical notes, which are a common method of representing sounds, a sequence of
notes without more, such as `E, D

, E, D

, E, B, D, C, A', does not constitute a graphical representation for the purposes of Article
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2 of the Directive either. Such a description, which is neither clear, nor precise nor self-contained, does
not make it possible, in particular, to determine the pitch and the duration of the sounds forming the
melody in respect of which registration is sought and which constitute essential parameters for the
purposes of knowing the melody and, accordingly, of defining the trade mark itself.

62 On the other hand, a stave divided into bars and showing, in particular, a clef (a treble clef, bass clef
or alto or tenor clef), musical notes and rests whose form (for the notes: semibreve, minim, crotchet,
quaver, semiquaver, etc.; for the rests: semibreve rest, minim rest, crotchet rest, quaver rest, etc.) indicates
the relative value and, where appropriate, accidentals (sharp, flat, natural) - all of this notation determining
the pitch and duration of the sounds - may constitute a faithful representation of the sequence of sounds
forming the melody in respect of which registration is sought. This mode of graphical representation of
the sounds meets the requirements of the case-law of the Court that such representation must be clear,
precise, self-contained, easily accessible, intelligible, durable and objective.

63 Even if such a representation is not immediately intelligible, the fact remains that it may be easily
intelligible, thus allowing the competent authorities and the public, in particular traders, to know precisely
the sign whose registration as a trade mark is sought.

64 The answer to the second question must be that:

- Article 2 of the Directive must be interpreted as meaning that a trade mark may consist of a sign which
is not in itself capable of being perceived visually, provided that it can be represented graphically,
particularly by means of images, lines or characters, and that its representation is clear, precise,
self-contained, easily accessible, intelligible, durable and objective;

- in the case of a sound sign, those requirements are not satisfied when the sign is represented graphically
by means of a description using the written language, such as an indication that the sign consists of the
notes going to make up a musical work, or the indication that it is the cry of an animal, or by means of a
simple onomatopoeia, without more, or by means of a sequence of musical notes, without more. On the
other hand, those requirements are satisfied where the sign is represented by a stave divided into measures
and showing, in particular, a clef, musical notes and rests whose form indicates the relative value and,
where necessary, accidentals.
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Judgment of the Court
of 12 November 2002

Arsenal Football Club plc v Matthew Reed. Reference for a preliminary ruling: High Court of
Justice (England &amp; Wales), Chancery Division - United Kingdom. Approximation of laws -

Trade marks - Directive 89/104/EEC - Article 5(1)(a) - Scope of the proprietor's exclusive right to
the trade mark. Case C-206/01.

In Case C-206/01,

REFERENCE to the Court under Article 234 EC by the High Court of Justice of England and Wales,
Chancery Division, for a preliminary ruling in the proceedings pending before that court between

Arsenal Football Club plc

and

Matthew Reed,

on the interpretation of Article 5(1)(a) of the First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, J.-P. Puissochet, M. Wathelet, C.W.A. Timmermans
(Rapporteur) (Presidents of Chambers), C. Gulmann, D.A.O. Edward, P. Jann, V. Skouris, F. Macken, N.
Colneric and S. von Bahr, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: L. Hewlett, Principal Administrator,

after considering the written observations submitted on behalf of:

- Arsenal Football Club plc, by S. Thorley QC and T. Mitcheson, Barrister, instructed by Lawrence Jones,
Solicitors,

- Mr Reed, by A. Roughton, Barrister, instructed by Stunt &amp; Son, Solicitors,

- the Commission of the European Communities, by N.B. Rasmussen, acting as Agent,

- the EFTA Surveillance Authority, by P. Dyrberg, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Arsenal Football Club plc, represented by S. Thorley and T.
Mitcheson; Mr Reed, represented by A. Roughton and S. Malynicz, Barrister; and the Commission,
represented by N.B. Rasmussen and M. Shotter, acting as Agent, at the hearing on 14 May 2002,

after hearing the Opinion of the Advocate General at the sitting on 13 June 2002,

gives the following

Judgment

Costs

63 The costs incurred by the Commission and by the EFTA Surveillance Authority, which have submitted
observations to the Court, are not recoverable. Since these proceedings are, for the parties to the main
proceedings, a step in the proceedings pending before the national court, the decision on costs is a matter
for that court.
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On those grounds,

THE COURT,

in answer to the questions referred to it by the High Court of Justice of England and Wales, Chancery
Division, by order of 4 May 2001, hereby rules:

In a situation which is not covered by Article 6(1) of the First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks, where a third party
uses in the course of trade a sign which is identical to a validly registered trade mark on goods which are
identical to those for which it is registered, the trade mark proprietor of the mark is entitled, in
circumstances such as those in the present case, to rely on Article 5(1)(a) of that directive to prevent that
use. It is immaterial that, in the context of that use, the sign is perceived as a badge of support for or
loyalty or affiliation to the trade mark proprietor.

1 By order of 4 May 2001, received at the Court on 18 May 2001, the High Court of Justice of England
and Wales, Chancery Division, referred to the Court for a preliminary ruling under Article 234 EC two
questions on the interpretation of Article 5(1)(a) of the First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1, `the Directive').

2 Those questions were raised in proceedings between Arsenal Football Club plc (`Arsenal FC') and Mr
Reed concerning the selling and offering for sale by Mr Reed of scarves marked in large lettering with the
word `Arsenal', a sign which is registered as a trade mark by Arsenal FC for those and other goods.

Legal background

Community legislation

3 The Directive states, in the first recital in its preamble, that national trade mark laws contain disparities
which may impede the free movement of goods and freedom to provide services and may distort
competition within the common market. According to that recital, it is therefore necessary, in view of the
establishment and functioning of the internal market, to approximate the laws of the Member States. The
third recital in the preamble states that it is not necessary at present to undertake full-scale approximation
of national laws on trade marks.

4 According to the 10th recital in the preamble to the Directive:

`... the protection afforded by the registered trade mark, the function of which is in particular to guarantee
the trade mark as an indication of origin, is absolute in the case of identity between the mark and the sign
and goods or services...'.

5 Article 5(1) of the Directive provides:

`The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.'
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6 Article 5(3)(a) and (b) of the Directive provides:

`The following, inter alia, may be prohibited under paragraphs 1 and 2:

(a) affixing the sign to the goods or to the packaging thereof;

(b) offering the goods, or putting them on the market or stocking them for these purposes...'

7 Under Article 5(5) of the Directive:

`Paragraphs 1 to 4 shall not affect provisions in any Member State relating to the protection against the
use of a sign other than for the purposes of distinguishing goods or services, where use of that sign
without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of
the trade mark.'

8 Article 6(1) of the Directive reads as follows:

`The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of trade,

(a) his own name or address;

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time
of production of goods or of rendering of the service, or other characteristics of goods or services;

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in
particular as accessories or spare parts;

provided he uses them in accordance with honest practices in industrial or commercial matters.'

National legislation

9 In the United Kingdom the law of trade marks is governed by the Trade Marks Act 1994, which
replaced the Trade Marks Act 1938 in order to implement the Directive.

10 Section 10(1) of the Trade Marks Act 1994 provides:

`A person infringes a registered trade mark if he uses in the course of trade a sign which is identical with
the trade mark in relation to goods or services which are identical with those for which it is registered.'

11 Under Section 10(2)(b) of the Trade Marks Act 1994:

`A person infringes a registered trade mark if he uses in the course of trade a sign where because -

...

(b) the sign is similar to the trade mark and is used in relation to goods or services identical with or
similar to those for which the trade mark is registered,

there exists a likelihood of confusion on the part of the public, which includes the likelihood of
association with the trade mark.'

The main proceedings and the questions referred for a preliminary ruling

12 Arsenal FC is a well-known football club in the English Premier League. It is nicknamed `the Gunners'
and has for a long time been associated with two emblems, a cannon device and a shield device.

13 In 1989 Arsenal FC had inter alia the words `Arsenal' and `Arsenal Gunners' and the cannon
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and shield emblems registered as trade marks for a class of goods comprising articles of outer clothing,
articles of sports clothing and footwear. Arsenal FC designs and supplies its own products or has them
made and supplied by its network of approved resellers.

14 Since its commercial and promotional activities in the field of sales of souvenirs and memorabilia
under those marks have expanded greatly in recent years and provide it with substantial income, Arsenal
FC has sought to ensure that `official' products - that is, products manufactured by Arsenal FC or with its
authorisation - can be identified clearly, and has endeavoured to persuade its supporters to buy official
products only. The club has also brought legal proceedings, both civil and criminal, against traders selling
unofficial products.

15 Since 1970 Mr Reed has sold football souvenirs and memorabilia, almost all marked with signs
referring to Arsenal FC, from several stalls located outside the grounds of Arsenal FC's stadium. He was
able to obtain from KT Sports, licensed by Arsenal FC to sell its products to vendors around the stadium,
only very small quantities of official products. In 1991 and 1995 Arsenal FC had unofficial articles of Mr
Reed's confiscated.

16 The High Court states that in the main proceedings it is not in dispute that Mr Reed sold and offered
for sale from one of his stalls scarves marked in large lettering with signs referring to Arsenal FC and that
these were unofficial products.

17 It also states that on that stall there was a large sign with the following text:

`The word or logo(s) on the goods offered for sale, are used solely to adorn the product and does not
imply or indicate any affiliation or relationship with the manufacturers or distributors of any other product,
only goods with official Arsenal merchandise tags are official Arsenal merchandise.'

18 The High Court further states that when, exceptionally, he was able to obtain official articles Mr Reed,
in his dealings with his customers, clearly distinguished the official products from the unofficial ones, in
particular by using a label with the word `official'. The official products were also sold at higher prices.

19 Since it considered that by selling the unofficial scarves Mr Reed had both committed the tort of
`passing off' - which, according to the High Court, is conduct on the part of a third party which is
misleading in such a way that a large number of persons believe or are led to believe that articles sold by
the third party are those of the claimant or are sold with his authorisation or have a commercial
association with him - and infringed its trade marks, Arsenal FC brought proceedings against him in the
High Court of Justice of England and Wales, Chancery Division.

20 In view of the circumstances in the main proceedings, the High Court dismissed Arsenal FC's action in
tort (`passing off'), essentially on the ground that the club had not been able to show actual confusion on
the part of the relevant public and, more particularly, had not been able to show that the unofficial
products sold by Mr Reed were all regarded by the public as coming from or authorised by Arsenal FC.
In this respect, the High Court observed that it seemed to it that the signs referring to Arsenal FC affixed
to the articles sold by Mr Reed carried no indication of origin.

21 As to Arsenal FC's claim concerning infringement of its trade marks, based on section 10(1) and (2)(b)
of the Trade Marks Act 1994, the High Court rejected their argument that the use by Mr Reed of the
signs registered as trade marks was perceived by those to whom they were addressed as a badge of origin,
so that the use was a `trade mark use'.

22 According to the High Court, the signs affixed to Mr Reed's goods were in fact perceived by the
public as `badges of support, loyalty or affiliation'.

23 The High Court accordingly considered that Arsenal FC's infringement claim could succeed only
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if the protection conferred on the trade mark proprietor by section 10 of the Trade Marks Act 1994 and
the provisions of the Directive implemented by that statute prohibits use by a third party other than trade
mark use, which would require a wide interpretation of those provisions.

24 On this point, the High Court considers that the argument that use other than trade mark use is
prohibited to a third party gives rise to inconsistencies. However, the contrary argument, namely that only
trade mark use is covered, comes up against a difficulty connected with the wording of the Directive and
the Trade Marks Act 1994, which both define infringement as the use of a `sign', not of a `trade mark'.

25 The High Court observes that it was in view of that wording in particular that the Court of Appeal of
England and Wales, Civil Division, held in Philips Electronics Ltd v Remington Consumer Products
([1999] RPC 809) that the use other than trade mark use of a sign registered as a trade mark could
constitute an infringement of a trade mark. The High Court observes that the state of the law on this point
still remains uncertain.

26 The High Court also rejected Mr Reed's argument on the alleged invalidity of the Arsenal FC trade
marks.

27 In those circumstances, the High Court of Justice of England and Wales, Chancery Division, decided to
stay proceedings and refer the following questions to the Court for a preliminary ruling:

`1. Where a trade mark is validly registered and

(a) a third party uses in the course of trade a sign identical with that trade mark in relation to goods which
are identical with those for [which] the trade mark is registered; and

(b) the third party has no defence to infringement by virtue of Article 6(1) of [Directive 89/104/EEC];

does the third party have a defence to infringement on the ground that the use complained of does not
indicate trade origin (i.e. a connection in the course of trade between the goods and the trade mark
proprietor)?

2. If so, is the fact that the use in question would be perceived as a badge of support, loyalty or affiliation
to the trade mark proprietor a sufficient connection?'

The questions referred for a preliminary ruling

28 The High Court's two questions should be examined together.

Observations submitted to the Court

29 Arsenal FC submits that Article 5(1)(a) of the Directive allows the trade mark proprietor to prohibit the
use of a sign identical to the mark and does not make exercise of that right conditional on the sign being
used as a trade mark. The protection conferred by that provision therefore extends to the use of the sign
by a third party even where that use does not suggest the existence of a connection between the goods
and the trade mark proprietor. That interpretation is supported by Article 6(1) of the Directive, since the
specific limitations on the exercise of trade mark rights there provided for show that such use falls in
principle within the scope of Article 5(1)(a) of the Directive and is permitted only in the cases
exhaustively listed in Article 6(1) of the Directive.

30 Arsenal FC submits, in the alternative, that in the present case Mr Reed's use of the sign identical to
the Arsenal trade mark must in any event be classified as trade mark use, on the ground that this use
indicates the origin of the goods even though that origin does not necessarily have to designate the trade
mark proprietor.

31 Mr Reed contends that the commercial activities at issue in the main proceedings do not fall within
Article 5(1) of the Directive, since Arsenal FC has not shown that the sign was used as
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a trade mark, that is, to indicate the origin of the goods, as required by the Directive, in particular Article
5. If the public do not perceive the sign as a badge of origin, the use does not constitute `trade mark use'
of the sign. As to Article 6 of the Directive, nothing in that provision shows that it contains an exhaustive
list of activities which do not constitute infringements.

32 The Commission submits that the right which the trade mark proprietor derives from Article 5(1) of the
Directive is independent of the fact that the third party does not use the sign as a trade mark, and in
particular of the fact that the third party does not use it as a badge of origin and informs the public by
other means that the goods do not come from the trade mark proprietor, or even that the use of the sign
has not been authorised by that proprietor. The specific object of a trade mark is to guarantee that only its
proprietor can give the product its identity of origin by affixing the mark. The Commission further submits
that it follows from the 10th recital in the preamble to the Directive that the protection provided for in
Article 5(1)(a) is absolute.

33 At the hearing, the Commission added that the concept of `trade mark use' of the mark, if found to be
relevant at all, refers to use which serves to distinguish goods rather than to indicate their origin. The
concept also covers use by third parties which affects the interests of the trade mark proprietor, such as
the reputation of the goods. In any event, public perception of the word `Arsenal', which is identical to a
verbal trade mark, as a token of support for or loyalty or affiliation to the proprietor of the mark does not
exclude the possibility that the goods concerned are in consequence also perceived as coming from the
proprietor. Quite the contrary, such perception confirms the distinctive nature of the mark and increases the
risk of the goods being perceived as coming from the proprietor. Even, therefore, if `trade mark use' of the
mark is a relevant criterion, the proprietor should be entitled to prohibit the commercial activity at issue in
the main proceedings.

34 The EFTA Surveillance Authority submits that, for the trade mark proprietor to be able to rely on
Article 5(1) of the Directive, the third party must use the sign to distinguish - as is the primary traditional
function of a trade mark - goods or services, that is, use the mark as a trade mark. If that condition is not
satisfied, only the provisions of national law referred to in Article 5(5) of the Directive may be relied on
by the proprietor.

35 However, the condition of use as a trade mark within the meaning of Article 5(1) of the Directive,
which must be understood as a condition of use of a sign identical to the trade mark for the purpose of
distinguishing goods or services, is a concept of Community law which should be interpreted broadly, so
as to include in particular use as a badge of support for or loyalty or affiliation to the proprietor of the
trade mark.

36 According to the EFTA Surveillance Authority, the fact that the third party who affixes the trade mark
to goods indicates that they do not come from the trade mark proprietor does not exclude the risk of
confusion for a wider circle of consumers. If the proprietor were not entitled to prevent third parties from
acting in that way, that could result in a generalised use of the sign. In the end, this would deprive the
mark of its distinctive character, thus jeopardising its primary traditional function.

The Court's reply

37 Article 5 of the Directive defines the `[r]ights conferred by a trade mark' and Article 6 contains
provisions on the `[l]imitation of the effects of a trade mark'.

38 Under the first sentence of Article 5(1) of the Directive, the registered trade mark confers exclusive
rights on its proprietor. Under Article 5(1)(a), that exclusive right entitles the proprietor to prevent all third
parties, acting without his consent, from using in the course of trade any sign which is identical to the
trade mark in relation to goods or services which are identical to those for which the trade mark is
registered. Article 5(3) gives a non-exhaustive list of the kinds

© An extract from a JUSTIS database



62001J0206 European Court reports 2002 Page I-10273 7

of use which the proprietor may prohibit under Article 5(1). Other provisions of the Directive, such as
Article 6, define certain limitations on the effects of a trade mark.

39 With respect to the situation in point in the main proceedings, it should be observed that, as is
apparent in particular from point 19 of and Annex V to the order for reference, the word `Arsenal' appears
in large letters on the scarves offered for sale by Mr Reed, together with other much less prominent
markings including the words `The Gunners', all referring to the trade mark proprietor, namely Arsenal FC.
Those scarves are intended inter alia for supporters of Arsenal FC who wear them in particular at matches
in which the club plays.

40 In those circumstances, as the national court stated, the use of the sign identical to the mark is indeed
use in the course of trade, since it takes place in the context of commercial activity with a view to
economic advantage and not as a private matter. It also falls within Article 5(1)(a) of the Directive, as use
of a sign which is identical to the trade mark for goods which are identical to those for which the mark is
registered.

41 In particular, the use at issue in the main proceedings is `for goods' within the meaning of Article
5(1)(a) of the Directive, since it concerns the affixing to goods of a sign identical to the trade mark and
the offering of goods, putting them on the market or stocking them for those purposes within the meaning
of Article 5(3)(a) and (b).

42 To answer the High Court's questions, it must be determined whether Article 5(1)(a) of the Directive
entitles the trade mark proprietor to prohibit any use by a third party in the course of trade of a sign
identical to the trade mark for goods identical to those for which the mark is registered, or whether that
right of prohibition presupposes the existence of a specific interest of the proprietor as trade mark
proprietor, in that use of the sign in question by a third party must affect or be liable to affect one of the
functions of the mark.

43 It should be recalled, first, that Article 5(1) of the Directive carries out a complete harmonisation and
defines the exclusive rights of trade mark proprietors in the Community (see, to that effect, Joined Cases
C-414/99 to C-416/99 Zino Davidoff and Levi Strauss [2001] ECR I-8691, paragraph 39 and the case-law
there cited).

44 The ninth recital of the preamble to the Directive sets out its objective of ensuring that the trade mark
proprietor enjoys `the same protection under the legal systems of all the Member States' and describes that
objective as `fundamental'.

45 In order to prevent the protection afforded to the proprietor varying from one State to another, the
Court must therefore give a uniform interpretation to Article 5(1) of the Directive, in particular the term
`use' which is the subject of the questions referred for a preliminary ruling in the present case (see, to that
effect, Zino Davidoff and Levi Strauss, paragraphs 42 and 43).

46 Second, the Directive is intended, as the first recital of the preamble shows, to eliminate disparities
between the trade mark laws of the Member States which may impede the free movement of goods and
the freedom to provide services and distort competition within the common market.

47 Trade mark rights constitute an essential element in the system of undistorted competition which the
Treaty is intended to establish and maintain. In such a system, undertakings must be able to attract and
retain customers by the quality of their goods or services, which is made possible only by distinctive signs
allowing them to be identified (see, inter alia, Case C-10/89 HAG GF [1990] ECR I-3711, paragraph 13,
and Case C-517/99 Merz &amp; Krell [2001] ECR I-6959, paragraph 21).

48 In that context, the essential function of a trade mark is to guarantee the identity of origin of the
marked goods or services to the consumer or end user by enabling him, without any possibility
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of confusion, to distinguish the goods or services from others which have another origin. For the trade
mark to be able to fulfil its essential role in the system of undistorted competition which the Treaty seeks
to establish and maintain, it must offer a guarantee that all the goods or services bearing it have been
manufactured or supplied under the control of a single undertaking which is responsible for their quality
(see, inter alia, Case 102/77 Hoffman-La Roche [1978] ECR 1139, paragraph 7, and Case C-299/99 Philips
[2002] ECR I-0000, paragraph 30).

49 The Community legislature confirmed that essential function of trade marks by providing, in Article 2
of the Directive, that signs which are capable of being represented graphically may constitute a trade mark
only if they are capable of distinguishing the goods or services of one undertaking from those of other
undertakings (see, inter alia, Merz &amp; Krell, paragraph 23).

50 For that guarantee of origin, which constitutes the essential function of a trade mark, to be ensured, the
proprietor must be protected against competitors wishing to take unfair advantage of the status and
reputation of the trade mark by selling products illegally bearing it (see, inter alia, Hoffmann-La Roche,
paragraph 7, and Case C-349/95 Loendersloot [1997] ECR I-6227, paragraph 22). In this respect, the 10th
recital of the preamble to the Directive points out the absolute nature of the protection afforded by the
trade mark in the case of identity between the mark and the sign and between the goods or services
concerned and those for which the mark is registered. It states that the aim of that protection is in
particular to guarantee the trade mark as an indication of origin.

51 It follows that the exclusive right under Article 5(1)(a) of the Directive was conferred in order to
enable the trade mark proprietor to protect his specific interests as proprietor, that is, to ensure that the
trade mark can fulfil its functions. The exercise of that right must therefore be reserved to cases in which
a third party's use of the sign affects or is liable to affect the functions of the trade mark, in particular its
essential function of guaranteeing to consumers the origin of the goods.

52 The exclusive nature of the right conferred by a registered trade mark on its proprietor under Article
5(1)(a) of the Directive can be justified only within the limits of the application of that article.

53 It should be noted that Article 5(5) of the Directive provides that Article 5(1) to (4) does not affect
provisions in a Member State relating to protection against the use of a sign for purposes other than that
of distinguishing goods or services.

54 The proprietor may not prohibit the use of a sign identical to the trade mark for goods identical to
those for which the mark is registered if that use cannot affect his own interests as proprietor of the mark,
having regard to its functions. Thus certain uses for purely descriptive purposes are excluded from the
scope of Article 5(1) of the Directive because they do not affect any of the interests which that provision
aims to protect, and do not therefore fall within the concept of use within the meaning of that provision
(see, with respect to a use for purely descriptive purposes relating to the characteristics of the product
offered, Case C-2/00 Hölterhoff [2002] ECR I-4187, paragraph 16).

55 In this respect, it is clear that the situation in question in the main proceedings is fundamentally
different from that in Hölterhoff. In the present case, the use of the sign takes place in the context of sales
to consumers and is obviously not intended for purely descriptive purposes.

56 Having regard to the presentation of the word `Arsenal' on the goods at issue in the main proceedings
and the other secondary markings on them (see paragraph 39 above), the use of that sign is such as to
create the impression that there is a material link in the course of trade between the goods concerned and
the trade mark proprietor.
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57 That conclusion is not affected by the presence on Mr Reed's stall of the notice stating that the goods
at issue in the main proceedings are not official Arsenal FC products (see paragraph 17 above). Even on
the assumption that such a notice may be relied on by a third party as a defence to an action for trade
mark infringement, there is a clear possibility in the present case that some consumers, in particular if they
come across the goods after they have been sold by Mr Reed and taken away from the stall where the
notice appears, may interpret the sign as designating Arsenal FC as the undertaking of origin of the goods.

58 Moreover, in the present case, there is also no guarantee, as required by the Court's case-law cited in
paragraph 48 above, that all the goods designated by the trade mark have been manufactured or supplied
under the control of a single undertaking which is responsible for their quality.

59 The goods at issue are in fact supplied outside the control of Arsenal FC as trade mark proprietor, it
being common ground that they do not come from Arsenal FC or from its approved resellers.

60 In those circumstances, the use of a sign which is identical to the trade mark at issue in the main
proceedings is liable to jeopardise the guarantee of origin which constitutes the essential function of the
mark, as is apparent from the Court's case-law cited in paragraph 48 above. It is consequently a use which
the trade mark proprietor may prevent in accordance with Article 5(1) of the Directive.

61 Once it has been found that, in the present case, the use of the sign in question by the third party is
liable to affect the guarantee of origin of the goods and that the trade mark proprietor must be able to
prevent this, it is immaterial that in the context of that use the sign is perceived as a badge of support for
or loyalty or affiliation to the proprietor of the mark.

62 In the light of the foregoing, the answer to the national court's questions must be that, in a situation
which is not covered by Article 6(1) of the Directive, where a third party uses in the course of trade a
sign which is identical to a validly registered trade mark on goods which are identical to those for which
it is registered, the trade mark proprietor is entitled, in circumstances such as those in the present case, to
rely on Article 5(1)(a) of the Directive to prevent that use. It is immaterial that, in the context of that use,
the sign is perceived as a badge of support for or loyalty or affiliation to the trade mark proprietor.
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Judgment of the Court
of 6 May 2003

Libertel Groep BV v Benelux-Merkenbureau. Reference for a preliminary ruling: Hoge Raad der
Nederlanden - Netherlands. Trade marks - Approximation of laws - Directive 89/104/EEC - Signs

capable of constituting a trade mark- Distinctive character - Colour per se - Orange. Case C-104/01.

In Case C-104/01,

REFERENCE to the Court under Article 234 EC by the Hoge Raad der Nederlanden (Netherlands) for a
preliminary ruling in the proceedings pending before that court between

Libertel Groep BV

and

Benelux-Merkenbureau,

on the interpretation of Article 3 of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: J.-P. Puissochet, President of the Sixth Chamber, acting for the President, M. Wathelet and
C.W.A. Timmermans, Presidents of Chambers, C. Gulmann, D.A.O. Edward, P. Jann, F. Macken, S. von
Bahr and J.N. Cunha Rodrigues (Rapporteur), Judges,

Advocate General: P. Léger,

Registrar: M.-F. Contet, Principal Administrator,

after considering the written observations submitted on behalf of:

- Libertel Groep BV, by D.W.F. Verkade and D.J.G. Visser, advocaten,

- Benelux-Merkenbureau, by C.J.J.C. van Nispen, advocaat,

- the Netherlands Government, by H.G. Sevenster, acting as Agent,

- the United Kingdom Government, by R. Magrill, acting as Agent, assisted by D. Alexander, Barrister,

- the Commission of the European Communities, by N.B. Rasmussen and H.M.H. Speyart, acting as
Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of the Benelux-Merkenbureau, represented by C.J.J.C. van Nispen, of
the Netherlands Government, represented by J. van Bakel, acting as Agent, of the United Kingdom
Government, represented by M. Tappin, Barrister, and of the Commission, represented by H.M.H. Speyart,
at the hearing on 30 April 2002,

after hearing the Opinion of the Advocate General at the sitting on 12 November 2002,

gives the following

Judgment

Costs

78 The costs incurred by the Netherlands and United Kingdom Governments and the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending before the national court, the decision on costs is a
matter for that court.
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On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge Raad der Nederlanden by order of 23 February 2001,
hereby rules:

1. A colour per se, not spatially delimited, may, in respect of certain goods and services, have a distinctive
character within the meaning of Article 3(1)(b) and Article 3(3) of First Council Directive 89/104/EEC of
21 December 1988 to approximate the laws of the Member States relating to trade marks, provided that,
inter alia, it may be represented graphically in a way that is clear, precise, self-contained, easily accessible,
intelligible, durable and objective. The latter condition cannot be satisfied merely by reproducing on paper
the colour in question, but may be satisfied by designating that colour using an internationally recognised
identification code.

2. In assessing the potential distinctiveness of a given colour as a trade mark, regard must be had to the
general interest in not unduly restricting the availability of colours for the other traders who offer for sale
goods or services of the same type as those in respect of which registration is sought.

3. A colour per se may be found to possess distinctive character within the meaning of Article 3(1)(b) and
Article 3(3) of Directive 89/104, provided that, as regards the perception of the relevant public, the mark
is capable of identifying the product or service for which registration is sought as originating from a
particular undertaking and distinguishing that product or service from those of other undertakings.

4. The fact that registration as a trade mark of a colour per se is sought for a large number of goods or
services, or for a specific product or service or for a specific group of goods or services, is relevant,
together with all the other circumstances of the particular case, to assessing both the distinctive character
of the colour in respect of which registration is sought, and whether its registration would run counter to
the general interest in not unduly limiting the availability of colours for the other operators who offer for
sale goods or services of the same type as those in respect of which registration is sought.

5. In assessing whether a trade mark has distinctive character within the meaning of Article 3(1)(b) and
Article 3(3) of Directive 89/104, the competent authority for registering trade marks must carry out an
examination by reference to the actual situation, taking account of all the circumstances of the case and in
particular any use which has been made of the mark.

1 By order of 23 February 2001, received at the Court on 5 March 2001, the Hoge Raad der Nederlanden
(Supreme Court of the Netherlands) referred to the Court for a preliminary ruling under Article 234 EC
four questions on the interpretation of Article 3 of First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1,
hereinafter `the Directive').

2 Those questions were raised in proceedings between Libertel Groep BV (hereinafter `Libertel') and the
Benelux-Merkenbureau (Benelux Trade Mark Office, hereinafter `the BTMO') relating to the refusal by the
latter to register the colour orange as a trade mark for telecommunications goods and services, as requested
by Libertel.

Legal background

Paris Convention

3 Trade-mark law is governed at international level by the Convention for the Protection of Industrial
Property signed in Paris on 20 March 1883, as last revised at Stockholm on 14 July 1967 (United
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Nations Treaties Series, No 11851, vol. 828, p. 305, hereinafter `the Paris Convention'). All the Member
States are signatories to the Convention.

4 Article 6 quinquies B(2) of the Paris Convention provides that trade marks may be denied registration or
invalidated when they are devoid of any distinctive character.

5 Article 6 quinquies C(1) of the Paris Convention provides as follows:

`In determining whether a mark is eligible for protection, all the factual circumstances must be taken into
consideration, particularly the length of time the mark has been in use.'

Community legislation

6 Article 2 of the Directive, entitled `Signs of which a trade mark may consist', provides as follows:

`A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

7 Article 3(1) and (3) of the Directive, headed `Grounds for refusal or invalidity', provides as follows:

`1. The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin, or the time of production of the
goods or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the
current language or in the bona fide and established practices of the trade;

(e) signs which consist exclusively of:

- the shape which results from the nature of the goods themselves, or

- the shape of goods which is necessary to obtain a technical result, or

- the shape which gives substantial value to the goods;...

3. A trade mark shall not be refused registration or be declared invalid in accordance with paragraph 1(b),
(c) or (d) if, before the date of application for registration and following the use which has been made of
it, it has acquired a distinctive character. Any Member State may in addition provide that this provision
shall also apply where the distinctive character was acquired after the date of application for registration or
after the date of registration.'

8 Article 6 of the Directive provides as follows:

`1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

(a) his own name or address;

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time
of production of goods or of rendering of the service, or other characteristics of goods
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or services;

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in
particular as accessories or spare parts;

provided he uses them in accordance with honest practices in industrial or commercial matters.

2. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade, an earlier right which only applies in a particular locality if that right is recognised by the laws of
the Member State in question and within the limits of the territory in which it is recognised.'

Uniform Benelux Law on Trade Marks

9 The Kingdom of Belgium, the Grand Duchy of Luxembourg and the Kingdom of the Netherlands have
set down their trade-mark laws in a common piece of legislation, the Uniform Benelux Law on Trade
Marks (Trb. 1962, 58), which was amended with effect from 1 January 1996 by the Protocol of 2
December 1992 amending that law (Trb. 1993, 12) to implement the Directive in the legal order of those
three Member States.

10 Article 6bis of the Uniform Benelux Law on Trade Marks, as amended, (hereinafter `the UBL')
provides as follows:

`1. The Benelux Trade Mark Office shall refuse to register a filing where it considers that:

(a) the sign filed does not constitute a trade mark within the meaning of Article 1, in particular because it
lacks any distinctive character, as provided for in Article 6 quinquies B(2) of the Paris Convention;

(b) the filing relates to a trade mark referred to in Article 4(1) and (2).

2. The refusal to register must relate to the sign that constitutes the trade mark in its entirety. It may be
confined to one or more of the goods for which the mark is intended to be used.

3. The Benelux Office shall inform the applicant without delay and in writing of its intention to refuse
registration in whole or in part, shall state the grounds and shall allow him a right to respond within a
period of time to be laid down in an implementing regulation.

4. If the objections of the Benelux Office to registration have not been removed within the period granted,
registration of the filing shall be refused in whole or in part. The Benelux Office shall notify the applicant
without delay and in writing, stating the grounds for refusal and advising of the remedy, set out in Article
6ter, against the decision.

5. Refusal to register a filing for all the goods, or some of them, shall render the filing invalid in whole
or in part. Invalidity shall not be effective until the time-limit for bringing an appeal under Article 6ter
has expired without an appeal being brought, or until the application for an order to register has been
irrevocably refused.'

11 Article 6ter of the UBL provides as follows:

`The applicant may, within two months following notification under Article 6bis(4), file at the Cour
d'Appel, Brussels, the Gerechtshof at The Hague or the Cour d'Appel, Luxembourg, an application for an
order that the filing be registered. The applicant's address, that of his representative, or the postal address
given upon filing shall determine which court has territorial jurisdiction.'

The main proceedings and the questions referred for a preliminary ruling

12 Libertel is a company established in the Netherlands whose principal activity is the supply of mobile
telecommunications services.
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13 The BTMO is the competent authority with regard to trade marks for the Kingdom of Belgium, the
Grand Duchy of Luxembourg and the Kingdom of the Netherlands. Since 1 January 1996 the BTMO has
had responsibility for examining filings of trade marks in the light of the absolute grounds for refusal.

14 On 27 August 1996 Libertel filed with the BTMO an orange colour as a trade mark for certain
telecommunications goods and services comprising, as regards goods in Class 9, telecommunications
equipment, and in respect of services in Classes 35 to 38, the telecommunications services and physical,
financial and technical management of telecommunications systems.

15 In the space for reproducing the trade mark, the application form contained an orange rectangle and, in
the space for describing the trade mark, the word `orange' without reference to any colour code.

16 By letter of 21 February 1997 the BTMO informed Libertel that it was provisionally refusing
registration of the sign. It considered that unless Libertel could show that the sign filed, consisting
exclusively of the colour orange, had acquired distinctive character through use, it was devoid of any
distinctive character within the meaning of Article 6bis(1)(a) of the UBL.

17 Libertel objected to that provisional refusal. The BTMO, taking the view that there was no need to
reconsider the refusal, served notice of final refusal by letter of 10 September 1997.

18 Pursuant to Article 6ter of the UBL, Libertel appealed against that refusal before the Gerechtshof te
's-Gravenhage (Regional Court of Appeal, The Hague) (Netherlands), which was dismissed by judgment of
4 June 1998.

19 On 3 August 1998 Libertel appealed in cassation to the Hoge Raad der Nederlanden.

20 In the course of the Hoge Raad's examination of the dispute, questions arose as to the correct
application of Article 6bis(1)(a) of the UBL, and consequently also as to the interpretation of Article
3(1)(b) of the Directive. Accordingly, by order of 23 February 2001, the Hoge Raad referred the following
questions to the Court for a preliminary ruling:

`(1) Is it possible for a single specific colour which is represented as such or is designated by an
internationally applied code to acquire a distinctive character for certain goods or services within the
meaning of Article 3(1)(b) of the Directive?

(2) If the answer to the first question is in the affirmative:

(a) in what circumstances may it be accepted that a single specific colour possesses a distinctive character
in the sense used above?

(b) does it make any difference if registration is sought for a large number of goods and/or services, rather
than for a specific product or service, or category of goods or services respectively ?

(3) In the assessment of the distinctive character of a specific colour as a trade mark, must account be
taken of whether, with regard to that colour, there is a general interest in availability, such as can exist
in respect of signs which denote a geographical origin?

(4) When considering the question whether a sign, for which registration as a trade mark is sought,
possesses the distinctive character referred to in Article 3(1)(b) of the Directive, must the Benelux
Trade Mark Office confine itself to an assessment in abstracto of distinctive character or must it take
account of all the actual facts of the case, including the use made of the sign and the manner in which
the sign is used?'

The questions referred for a preliminary ruling
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Preliminary considerations

21 The questions referred, which concern Article 3 of the Directive, relate to whether, and if so in what
circumstances, a colour per se, not spatially defined, is capable of possessing distinctive character for
certain goods or services.

22 In order to consider those questions it is necessary as a preliminary matter to determine whether a
colour per se is capable of constituting a trade mark for the purposes of Article 2 of the Directive.

23 To that end, the colour must satisfy three conditions. First, it must be a sign. Secondly, that sign must
be capable of graphic representation. Thirdly, the sign must be capable of distinguishing the goods or
services of one undertaking from those of other undertakings.

24 The Council of the European Union and the Commission made a joint declaration, entered in the
minutes of the Council meeting on the adoption of the Directive, that they `consider that Article 2 does
not exclude the possibility... of registering as a trade mark a combination of colours or a single colour...
provided that they are capable of distinguishing the goods or services of one undertaking from those of
other undertakings' (OHIM OJ No 5/96, p. 607).

25 However, that declaration cannot be used to interpret a provision of secondary legislation where, as in
this case, no reference is made to the content thereof in the wording of the provision in question and it
therefore has no legal significance (Cases C-292/89 Antonissen [1991] ECR I-745, paragraph 18, and
C-329/95 VAG Sverige [1997] ECR I-2675, paragraph 23). The Council and the Commission also
explicitly recognised that limitation in the preamble to their declaration, which states as follows: `Since the
following statements of the Council and the Commission are not part of the legal text they are without
prejudice to the interpretation of that text by the Court of Justice of the European Communities'.

26 Accordingly, it is for the Court to determine whether Article 2 of the Directive is to be interpreted as
meaning that a colour per se is capable of constituting a trade mark.

27 In that regard it must be pointed out that a colour per se cannot be presumed to constitute a sign.
Normally a colour is a simple property of things. Yet it may constitute a sign. That depends on the
context in which the colour is used. None the less, a colour per se is capable, in relation to a product or
service, of constituting a sign.

28 Furthermore, as the Court has held, a graphic representation within the meaning of Article 2 of the
Directive must enable the sign to be represented visually, particularly by means of images, lines or
characters, so that it can be precisely identified (Case C-273/00 Sieckmann [2002] ECR I-0000, paragraph
46).

29 In order to fulfil its function, the graphic representation within the meaning of Article 2 of the
Directive must be clear, precise, self-contained, easily accessible, intelligible, durable and objective
(Sieckmann, paragraphs 47 to 55).

30 In this case the query referred to the Court relates to an application to register a colour per se,
represented by a sample of the colour on a flat surface, a description in words of the colour and/or an
internationally recognised colour identification code.

31 A mere sample of a colour does not, however, satisfy the requirements set out in paragraphs 28 and 29
of this judgment.

32 In particular a sample of a colour may deteriorate with time. There may be certain media on which it
is possible to reproduce a colour in permanent form. However with other media, including paper, the exact
shade of the colour cannot be protected from the effects of the passage of time. In these cases, the filing
of a sample of a colour does not possess the durability required by
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Article 2 of the Directive (see Sieckmann, paragraph 53).

33 It follows that filing a sample of a colour does not per se constitute a graphic representation within the
meaning of Article 2 of the Directive.

34 On the other hand, a verbal description of a colour, in so far as it is composed of words which
themselves are made up of letters, does constitute a graphic representation of the colour (see Sieckmann,
paragraph 70).

35 A description in words of the colour will not necessarily satisfy the conditions set out in paragraphs 28
and 29 of this judgment in every instance. That is a question which must be evaluated in the light of the
circumstances of each individual case.

36 A sample of a colour, combined with a description in words of that colour, may therefore constitute a
graphic representation within the meaning of Article 2 of the Directive, provided that the description is
clear, precise, self-contained, easily accessible, intelligible, and objective.

37 For the same reasons as those set out at paragraph 34 of this judgment, the designation of a colour
using an internationally recognised identification code may be considered to constitute a graphic
representation. Such codes are deemed to be precise and stable.

38 Where a sample of a colour, together with a description in words, does not satisfy the conditions laid
down in Article 2 of the Directive in order for it to constitute a graphic representation because, inter alia,
it lacks precision or durability, that deficiency may, depending on the facts, be remedied by adding a
colour designation from an internationally recognised identification code.

39 As to the question whether a colour per se is capable of distinguishing the goods or services of one
undertaking from those of other undertakings, within the meaning of Article 2 of the Directive, it is
necessary to determine whether or not colours per se are capable of conveying specific information, in
particular as to the origin of a product or service.

40 In that connection, it must be borne in mind that, whilst colours are capable of conveying certain
associations of ideas, and of arousing feelings, they possess little inherent capacity for communicating
specific information, especially since they are commonly and widely used, because of their appeal, in order
to advertise and market goods or services, without any specific message.

41 However, that factual finding would not justify the conclusion that colours per se cannot, as a matter
of principle, be considered to be capable of distinguishing the goods or services of one undertaking from
those of other undertakings. The possibility that a colour per se may in some circumstances serve as a
badge of origin of the goods or services of an undertaking cannot be ruled out. It must therefore be
accepted that colours per se may be capable of distinguishing the goods or services of one undertaking
from those of other undertakings, within the meaning of Article 2 of the Directive.

42 It follows from the foregoing that, where the conditions described above apply, a colour per se is
capable of constituting a trade mark within the meaning of Article 2 of the Directive.

43 It is in the light of the considerations set out at paragraphs 22 to 42 of this judgment that it is now
possible to examine the questions referred for a preliminary ruling.

The third question

44 It is appropriate first of all to examine the third question, by which the national court is asking
whether, in assessing the potential distinctiveness of a specific colour as a trade mark, it is necessary to
consider whether there is a general interest in that colour remaining available to all, as is the case with
respect to signs which designate a geographical origin.
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45 According to a number of the observations submitted to the Court, it is possible, using current
technology, to identify a very wide range of shades of colour. That may be true, but it is irrelevant to the
question under consideration here. For the purposes of determining whether a colour per se is registrable
as a trade mark it is necessary to take as a standpoint that of the relevant public.

46 In the absence of any indication to the contrary in the order for reference, it must be considered that
the case in the main proceedings relates to goods and services intended for all consumers. Accordingly, the
relevant public in this case must be deemed to be composed of the average consumer, reasonably
well-informed and reasonably observant and circumspect (see Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 26).

47 The number of colours which that public is capable of distinguishing is limited, because it is rarely in
a position directly to compare products in various shades of colour. It follows that the number of different
colours that are in fact available as potential trade marks to distinguish goods or services must be regarded
as limited.

48 It is settled case-law that trade mark rights constitute an essential element in the system of undistorted
competition which the EC Treaty seeks to establish and maintain (see Case C-10/89 HAG II [1990] ECR
I-3711, paragraph 13, and Case C-63/97 BMW [1999] ECR I-905, paragraph 62). The rights and powers
that trade marks confer on their proprietors must be considered in the light of that objective.

49 Furthermore, under Article 5(1) of the Directive, a trade mark confers on its proprietor an exclusive
right, in relation to certain goods and services, that allows him to monopolise the sign registered as a trade
mark for an unlimited period.

50 The possibility of registering a trade mark may be limited for reasons relating to the public interest.

51 The various grounds for refusing registration in Article 3 of the Directive must therefore be interpreted
in the light of the public interest underlying each of them (Case C-299/99 Philips [2002] ECR I-5475,
paragraph 77).

52 As regards Article 3(1)(c) of the Directive, the Court has recognised that this provision pursues an aim
that is in the public interest, which requires that the signs and indications descriptive of the categories of
goods or services for which registration is sought may be freely used by all (see Joined Cases C-108/97
and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 25, and Joined Cases C-53/01 to
C-55/01 Linde and Others [2003] ECR I-0000, paragraph 73).

53 Similarly, with regard to Article 3(1)(e) of the Directive, the Court has held that this provision pursues
an aim which is in the public interest, namely that a shape whose essential characteristics perform a
technical function and were chosen to fulfil that function may be freely used by all (Philips, paragraph 80,
and Linde, paragraph 72).

54 As regards the registration as trade marks of colours per se, not spatially delimited, the fact that the
number of colours actually available is limited means that a small number of trade mark registrations for
certain services or goods could exhaust the entire range of the colours available. Such an extensive
monopoly would be incompatible with a system of undistorted competition, in particular because it could
have the effect of creating an unjustified competitive advantage for a single trader. Nor would it be
conducive to economic development or the fostering of the spirit of enterprise for established traders to be
able to register the entire range of colours that is in fact available for their own benefit, to the detriment
of new traders.

55 It must therefore be acknowledged that there is, in Community trade-mark law, a public interest in not
unduly restricting the availability of colours for the other operators who offer for sale
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goods or services of the same type as those in respect of which registration is sought.

56 The greater the number of the goods or services for which the trade mark is sought to be registered,
the more excessive the exclusive right which it may confer is likely to be, and, for that very reason, the
more likely is that right to come into conflict with the maintenance of a system of undistorted competition,
and with the public interest in not unduly restricting the availability of colours for the other traders who
market goods or services of the same type as those in respect of which registration is sought.

57 The Commission argued in its observations that the notion that certain signs must remain available and
cannot therefore be allowed to enjoy protection finds expression in Article 6 of the Directive rather than in
Articles 2 and 3. That argument cannot be accepted.

58 Article 6 of the Directive concerns the limits on the effects of a trade mark once it has been registered.
The Commission's argument amounts to proposing that there should be a minimal review of the grounds
for refusal in Article 3 of the Directive at the time when the application for registration is considered, on
the basis that the risk that operators might appropriate certain signs which ought to remain available is
neutralised by the limits which Article 6 imposes at the stage when advantage is taken of the effects of
the registered mark. That approach is, essentially, tantamount to withdrawing the assessment of the grounds
of refusal in Article 3 of the Directive from the competent authority at the time when the mark is
registered, in order to transfer it to the courts with responsibility for ensuring that the rights conferred by
the trade mark can actually be exercised.

59 That approach is incompatible with the scheme of the Directive, which is founded on review prior to
registration, not an a posteriori review. There is nothing in the Directive to suggest that Article 6 leads to
such a conclusion. On the contrary, the large number and detailed nature of the obstacles to registration
set out in Articles 2 and 3 of the Directive, and the wide range of remedies available in the event of
refusal, indicate that the examination carried out at the time of the application for registration must not be
a minimal one. It must be a stringent and full examination, in order to prevent trade marks from being
improperly registered. As the Court has already held, for reasons of legal certainty and good
administration, it is necessary to ensure that trade marks whose use could successfully be challenged
before the courts are not registered (Case C-39/97 Canon [1998] ECR I-5507, paragraph 21).

60 Accordingly, the reply to the third question referred must be that, in assessing the potential
distinctiveness of a given colour as a trade mark, regard must be had to the general interest in not unduly
restricting the availability of colours for the other traders who offer for sale goods or services of the same
type as those in respect of which registration is sought.

The first question and Question 2(a)

61 By its first question and Question 2(a), the national court is essentially asking whether and, if so, in
what circumstances a colour per se may be held to be distinctive within the meaning of Article 3(1)(b)
and Article 3(3) of the Directive.

62 It is settled case-law that the essential function of a trade mark is to guarantee the identity of the
origin of the marked goods or service to the consumer or end user by enabling him, without any
possibility of confusion, to distinguish the goods or services from others which have another origin (see
Canon, paragraph 28, and Case C-517/99 Merz &amp; Krell [2001] ECR I-6959, paragraph 22). A trade
mark must distinguish the goods or services concerned as originating from a particular undertaking. In
that connection, regard must be had both to the ordinary use of trade marks as a badge of origin in the
sectors concerned and to the perception of the relevant public.

63 The relevant public, as defined in paragraph 46 of this judgment, is made up of average consumers,
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reasonably well-informed and reasonably observant and circumspect.

64 Account should be taken of the fact that the average consumer only rarely has the chance to make a
direct comparison between the different marks but must place his trust in the imperfect picture of them
that he has kept in his mind (see, in different contexts, Lloyd Schuhfabrik Meyer, paragraph 26, and Case
C-291/00 LTJ Diffusion [2003] ECR I-0000, paragraph 52).

65 The perception of the relevant public is not necessarily the same in the case of a sign consisting of a
colour per se as it is in the case of a word or figurative mark consisting of a sign that bears no relation to
the appearance of the goods it denotes. While the public is accustomed to perceiving word or figurative
marks instantly as signs identifying the commercial origin of the goods, the same is not necessarily true
where the sign forms part of the look of the goods in respect of which registration of the sign as a trade
mark is sought. Consumers are not in the habit of making assumptions about the origin of goods based on
their colour or the colour of their packaging, in the absence of any graphic or word element, because as a
rule a colour per se is not, in current commercial practice, used as a means of identification. A colour per
se is not normally inherently capable of distinguishing the goods of a particular undertaking.

66 In the case of a colour per se, distinctiveness without any prior use is inconceivable save in
exceptional circumstances, and particularly where the number of goods or services for which the mark is
claimed is very restricted and the relevant market very specific.

67 However, even if a colour per se does not initially have any distinctive character within the meaning of
Article 3(1)(b) of the Directive, it may acquire such character in relation to the goods or services claimed
following the use made of it, pursuant to Article 3(3) of the Directive. That distinctive character may be
acquired, inter alia, after the normal process of familiarising the relevant public has taken place. In such
cases, the competent authority must make an overall assessment of the evidence that the mark has come to
identify the product concerned as originating from a particular undertaking, and thus to distinguish that
product from goods of other undertakings (Windsurfing Chiemsee, cited above, paragraph 49).

68 The reply to the first question referred must therefore be that a colour per se, not spatially delimited,
may, in respect of certain goods and services, have a distinctive character within the meaning of Article
3(1)(b) and Article 3(3) of the Directive, provided that, inter alia, it may be represented graphically in a
way that is clear, precise, self-contained, easily accessible, intelligible, durable and objective. The latter
condition cannot be satisfied merely by reproducing on paper the colour in question, but may be satisfied
by designating that colour using an internationally recognised identification code.

69 The reply to Question 2(a) must be that a colour per se may be found to possess distinctive character
within the meaning of Article 3(1)(b) and Article 3(3) of the Directive, provided that, as regards the
perception of the relevant public, the mark is capable of identifying the product or service for which
registration is sought as originating from a particular undertaking and distinguishing that product or service
from those of other undertakings.

Question 2(b)

70 By Question 2(b), the national court is asking whether it is relevant to assessing whether a colour has
a distinctive character within the meaning of Article 3(1)(b) of the Directive that registration of the colour
per se as a trade mark is sought for a large number of goods and services, or for a specific product or
service, or for a specific group of goods or services.

71 In the light of the considerations set out at paragraphs 56, 66 and 67 of this judgment, the reply to
Question 2(b) must be that the fact that registration as a trade mark of a colour per
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se is sought for a large number of goods or services, or for a specific product or service or for a specific
group of goods or services, is relevant, together with all the other circumstances of the particular case, to
assessing both the distinctive character of the colour in respect of which registration is sought, and
whether its registration would run counter to the general interest in not unduly limiting the availability of
colours for the other operators who offer for sale goods or services of the same type as those in respect of
which registration is sought.

The fourth question

72 By its fourth question the national court is asking, essentially, whether, in assessing whether a trade
mark has distinctive character within the meaning of Article 3(1)(b) and Article 3(3) of the Directive, the
competent authority for registering trade marks must carry out an examination in the abstract or by
reference to the actual situation, taking account of all the circumstances of the case, and in particular use
which has been made of the mark.

73 It must first of all be observed that the 12th recital in the preamble to the Directive states that `all
Member States of the Community are bound by the Paris Convention for the Protection of Industrial
Property' and that `it is necessary that the provisions of this Directive are entirely consistent with those of
the Paris Convention'.

74 Article 6 quinquies C(1) of the Paris Convention states: `[I]n determining whether a mark is eligible for
protection, all the factual circumstances must be taken into consideration, particularly the length of time
the mark has been in use'.

75 Second, registration of a sign as a trade mark is always applied for in respect of the goods or services
mentioned in the application for registration. Accordingly, a trade mark's distinctiveness must be assessed
by reference, first, to the goods or services in respect of which registration is sought, and, second, by
reference to the relevant public's perception of that mark.

76 Since the competent authority for registering trade marks has to satisfy itself that the sign is not devoid
of distinctive character for the goods or services of the undertaking seeking its registration as a trade
mark, it may not carry out an examination in the abstract but must of necessity undertake its examination
by reference to the actual situation. That examination must take account of all the relevant circumstances
of the case, including any use which has been made of the sign in respect of which trade mark registration
is sought.

77 The reply to the fourth question referred must therefore be that, in assessing whether a trade mark has
distinctive character within the meaning of Article 3(1)(b) and Article 3(3) of the Directive, the competent
authority for registering trade marks must carry out an examination by reference to the actual situation,
taking account of all the circumstances of the case and in particular any use which has been made of the
mark.
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Judgment of the Court
of 11 March 2003

Ansul BV v Ajax Brandbeveiliging BV. Reference for a preliminary ruling: Hoge Raad der
Nederlanden - Netherlands. Trade marks - Directive 89/104/EEC - Article 12(1) - Revocation of trade
mark owner's rights - Concept of genuine use of a trade mark - Maintenance of goods already sold

and sales of replacement parts and accessories. Case C-40/01.

In Case C-40/01,

REFERENCE to the Court under Article 234 EC by the Hoge Raad der Nederlanden (Netherlands) for a
preliminary ruling in the proceedings pending before that court between

Ansul BV

and

Ajax Brandbeveiliging BV,

on the interpretation of Article 12(1) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, J.-P. Puissochet (Rapporteur), M. Wathelet and C.W.A.
Timmermans, Presidents of Chamber, C. Gulmann, A. La Pergola, P. Jann, V. Skouris, F. Macken, N.
Colneric and S. von Bahr, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M.-F. Contet, Principal Administrator,

after considering the written observations submitted on behalf of:

- Ansul BV, by E.J. Louwers and T. Cohen Jehoram, advocaten,

- Ajax Brandbeveiliging BV, by R.E.P. de Ranitz, advocaat,

- the Netherlands Government, by H.G. Sevenster, acting as Agent,

- the Commission of the European Communities, by K. Banks and H.M.H. Speyart, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Ansul BV and the Commission at the hearing on 4 June 2002,

after hearing the Opinion of the Advocate General at the sitting on 2 July 2002,

gives the following

Judgment

Costs

47 The costs incurred by the Netherlands Government and the Commission, which have submitted
observations to the Court, are not recoverable. Since these proceedings are, for the parties to the main
proceedings, a step in the action pending before the national court, the decision on costs is a matter for
that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge Raad der Nederlanden by judgment of 26 January
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2001, hereby rules:

1. Article 12(1) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks must be interpreted as meaning that there is `genuine use' of a
trade mark where the mark is used in accordance with its essential function, which is to guarantee the
identity of the origin of the goods or services for which it is registered, in order to create or preserve an
outlet for those goods or services; genuine use does not include token use for the sole purpose of
preserving the rights conferred by the mark. When assessing whether use of the trade mark is genuine,
regard must be had to all the facts and circumstances relevant to establishing whether the commercial
exploitation of the mark is real, particularly whether such use is viewed as warranted in the economic
sector concerned to maintain or create a share in the market for the goods or services protected by the
mark, the nature of the goods or services at issue, the characteristics of the market and the scale and
frequency of use of the mark. The fact that a mark that is not used for goods newly available on the
market but for goods that were sold in the past does not mean that its use is not genuine, if the proprietor
makes actual use of the same mark for component parts that are integral to the make-up or structure of
such goods, or for goods or services directly connected with the goods previously sold and intended to
meet the needs of customers of those goods.

2. It is for the national court to draw the consequences for the resolution of the dispute before it of the
interpretation of the Community law concept of `genuine use' of the trade mark given in the reply to the
first question referred for a preliminary ruling.

1 By a judgment of 26 January 2001, lodged at the Court on 31 January, the Hoge Raad der Nederlanden
(Supreme Court of the Netherlands) referred for a preliminary ruling under Article 234 EC two questions
on the interpretation of Article 12(1) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1, hereinafter `the
Directive').

2 Those questions were raised in proceedings between the companies Ansul BV (hereinafter `Ansul') and
Ajax Brandbeveiliging BV (hereinafter `Ajax'), both governed by Netherlands law, relating to the use of
the trade mark Minimax for goods and services sold by them.

Legal background

Community legislation

3 Article 10(1) to (3) of the Directive provides as follows:

`1. If, within a period of five years following the date of the completion of the registration procedure, the
proprietor has not put the trade mark to genuine use in the Member State in connection with the goods or
services in respect of which it is registered, or if such use has been suspended during an uninterrupted
period of five years, the trade mark shall be subject to the sanctions provided for in this Directive, unless
there are proper reasons for non-use.

2. The following shall also constitute use within the meaning of paragraph 1:

(a) use of the trade mark in a form differing in elements which do not alter the distinctive character of the
mark in the form in which it was registered;

(b) affixing of the trade mark to goods or to the packaging thereof in the Member State concerned solely
for export purposes.

3. Use of the trade mark with the consent of the proprietor or by any person who has authority to use a
collective mark or a guarantee or certification mark shall be deemed to constitute use by the proprietor.'
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4 Article 12(1) of the Directive provides as follows:

`A trade mark shall be liable to revocation if, within a continuous period of five years, it has not been put
to genuine ["normaal" in the Dutch version] use in the Member State in connection with the goods or
services in respect of which it is registered, and there are no proper reasons for non-use; however, no
person may claim that the proprietor's rights in a trade mark should be revoked where, during the interval
between expiry of the five-year period and filing of the application for revocation, genuine use of the
trade mark has been started or resumed; the commencement or resumption of use within a period of three
months preceding the filing of the application for revocation which began at the earliest on expiry of the
continuous period of five years of non-use, shall, however, be disregarded where preparations for the
commencement or resumption occur only after the proprietor becomes aware that the application for
revocation may be filed.'

Domestic legislation

5 Article 5(3) of the Uniform Benelux Law on Trade Marks of 19 March 1962, which entered into force
on 1 January 1971 (Benelux Bulletin 1962-2, p. 59, hereinafter `the UBL') was worded as follows in the
version applicable up to 31 December 1995:

`The right to the trade mark shall be extinguished:

...

3. in so far as, without good reason, there has been no normal ["normaal"] use of the mark in Benelux
territory by the proprietor or a licensee either in the three years following filing or for an uninterrupted
period of five years; in the event of proceedings the court may allocate all or part of the burden of
proving use to the trade mark proprietor; however non-use at a time that predates the action by more than
six years must be proved by the person claiming such non-use.

...'

6 Article 5(2) and (3) of the UBL, in the version applicable from 1 January 1996, as amended by the
Protocol signed on 2 December 1992 (Nederlands Trakatenblad 1993 No 12, p.1), which was enacted to
implement the Directive, provides as follows:

`2. The right to the trade mark shall be declared extinguished within the limits set out in Article 14 C:

(a) in so far as, without good reason, there has been no normal use of the mark in Benelux territory for
the goods in respect of which the trade mark is registered for an uninterrupted period of five years; in
the event of proceedings the court may allocate all or part of the burden of proving use to the trade
mark proprietor;

...

3. For the purposes of Article 5(2)(a) use of the trade mark shall include the following:

(a) use of the trade mark in a form differing in elements that do not alter the distinctive character of the
mark in the form in which it was registered;

(b) affixing of the trade mark to goods or to the packaging thereof solely for export purposes;

(c) use of the trade mark by a third party with the consent of the proprietor.'

7 Article 14 C of the UBL sets out the circumstances in which application may be made to the competent
national courts for revocation of a trade mark registration.

8 The provisions of the UBL referred to at paragraphs 5 to 7 of this judgment apply mutatis mutandis to
trade marks designating services pursuant to Article 39 of the UBL.
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The main proceedings

9 Ansul has been the proprietor of the Minimax word mark, which is registered at the Benelux trade mark
office under No 052713 for various classes of goods, essentially comprising fire extinguishers and
associated products, since 15 September 1971.

10 In 1988 the authorisation for the fire extinguishers sold by Ansul under the Minimax trade mark
expired. Since 2 May 1989 at the latest, therefore, Ansul has no longer been selling fire extinguishers
under that mark.

11 From May 1989 to 1994 Ansul none the less sold component parts and extinguishing substances for
fire extinguishers bearing the mark to undertakings with responsibility for maintaining them. During the
same period it also maintained, checked and repaired equipment bearing the Minimax mark itself, used the
mark on invoices relating to those services and affixed stickers bearing the mark and strips bearing the
words `Gebruiksklaar Minimax' (Ready for use Minimax) to the equipment. Ansul also sold such stickers
and strips to undertakings that maintain fire extinguishers.

12 Ajax is a subsidiary of the German company Minimax GmbH. It sells in the Netherlands fire protection
materials and related items, including fire extinguishers, made by Minimax GmbH.

13 In Germany Minimax GmbH has been the proprietor of the Minimax trade mark for over 50 years.
Since 16 March 1992 it has also owned the word and figurative mark registered under No 517006 and
composed of the word `Minimax', drawn and configured in a particular way, in the Benelux countries for
various goods, in particular fire extinguishers and extinguishing substances, and for certain services,
including the installation, repair, maintenance and refilling of fire extinguishers.

14 In 1994 Ajax and Minimax GmbH actually began to use the Minimax trade mark in the Benelux
countries. Ansul objected by a letter of 19 January 1994.

15 On 13 June 1994 Ansul filed an application for the word mark Minimax for certain services, including
the maintenance and repair of fire extinguishers. The mark was registered by the Benelux trade mark
office under No 549146.

16 On 8 February 1995 Ajax brought an action before the Arrondissementsrechtbank te Rotterdam (District
Court, Rotterdam) (Netherlands) for an order for, first of all, revocation of Ansul's rights in the Minimax
trade mark registered in 1971 under No 052713 owing to non-use and, secondly, annulment of the
registration of that mark effected in 1994 under No 549146, on the ground that the mark had been filed in
bad faith. Ansul resisted those applications and counterclaimed for an injunction barring Ajax from using
the Minimax mark in the Benelux countries.

17 By a judgment of 18 April 1996, the Arrondissementsrechtbank te Rotterdam dismissed Ajax's
application and upheld Ansul's counterclaim. Ajax was thus prohibited from using the Minimax trade mark
in the Benelux countries.

18 Ajax appealed against that judgment to the Gerechtshof te 's-Gravenhage (Regional Court of Appeal,
The Hague) (Netherlands). That court found that Ansul had not been putting the Minimax trade mark to
normal use since 1989. It found, inter alia, that Ansul had not been releasing new products onto the
market since that time but had merely maintained, checked and repaired used equipment. The court stated
that the use of stickers and strips bearing the mark was not distinctive of the extinguishers and that, even
if it were to be regarded as amounting to use of the mark, it could not amount to normal use within the
meaning of Article 5(3) of the UBL, because the object was not to create or preserve an outlet for fire
extinguishers.

19 Consequently, by a judgment of 5 November 1998 the Gerechtshof overturned the decision under
appeal, revoking Ansul's rights to the mark registered under No 052713 in 1971 and annulling its rights to
the mark registered under No 549146 in 1994, and ordering that those registrations be
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struck off.

20 Ansul appealed in cassation to the Hoge Raad der Nederlanden. That court considered that the outcome
of the main proceedings depended on the interpretation of the concept of `normal use' of the trade mark
for the purposes of Article 5(3) of the UBL.

21 The Hoge Raad found, first of all, that there is normal use of a mark within the meaning of the UBL
where `the sign in question is actually used in trade to distinguish the goods or services of an
undertaking'. In that connection it held that, in assessing whether the use to which a trade mark is put is
normal, regard must be had to `all the facts and circumstances specific to the case' and those facts and
circumstances must demonstrate that `having regard to what is considered to be usual and commercially
justified in the business sector concerned, the object of use is to create or preserve an outlet for
trademarked goods and services and not simply to maintain the rights in the trade mark'. The Hoge Raad
added, referring to the judgment of the Benelux Court of Justice of 27 January 1981 in the case of
Turmac v Reynolds (A 80/1, Jur. 1980-81, p. 23), that `so far as those facts and circumstances are
concerned, account must, as a rule, be taken of the kind, extent, frequency, regularity and duration of the
use in conjunction with the kind of goods or service and the kind and size of the undertaking'.

22 The Hoge Raad der Nederlanden further found that the interpretation given to Article 5(3) of the UBL
must be compatible with the interpretation of the corresponding concept of `genuine use' in Article 12(1)
of the Directive. Accordingly it decided to stay proceedings and to refer the following questions to the
Court for a preliminary ruling:

`1. Must the words "put to genuine use" in Article 12(1) of Directive 89/104 be interpreted in the manner
set out at paragraph 3.4 above [that is, the manner set out at paragraph 21 of this judgment on normal use
of a trade mark within the meaning of the UBL] and, if the answer is in the negative, on the basis of
which (other) criterion must the meaning of "genuine use" be determined?

2. Can there be "genuine use" as referred to above also where no new goods are traded under the trade
mark but other activities are engaged in as set out in subparagraphs (v) and (vi) of paragraph 3.1 above
[that is to say, those engaged in by Ansul from 1989 to 1994 which are described at paragraph 11 of this
judgment]?'

The first question

23 By its first question the national court is essentially asking how the concept of genuine use within the
meaning of Article 12(1) of the Directive, which is also found in Article 10(1) of the Directive, is to be
interpreted and, in particular, whether that concept may be defined using the same criteria as for `normal
use' in Article 5 of the UBL or whether there are other criteria to which regard should be had.

24 The reason behind the question is the fact, mentioned at paragraph 3.5 of the order for reference, that
the Gerechtshof te 's-Gravenhage considered that the fact that Ansul had not released any new fire
extinguishers onto the market under the Minimax mark but was inspecting used equipment that had already
been sold was crucial to the finding that it had not put the mark to normal use. Ansul, however, argues
before the national court that that is not relevant to the issue of normal use of a mark within the meaning
of the UBL.

25 It is necessary as a preliminary matter to determine whether, in relation to situations such as that in the
main proceedings, the concept of `genuine use' in Articles 10 and 12 of the Directive is to be interpreted
uniformly within the Community legal order.

26 It follows both from the requirements of the uniform application of Community law and the principle
of equality that the terms of a provision of Community law which make no express reference to the
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law of the Member States for the purpose of determining its meaning and scope must normally be given
an autonomous and uniform interpretation throughout the Community; that interpretation must take into
account the context of the provision and the purpose of the legislation in question (Case C-287/98 Linster
[2000] ECR I-6917, paragraph 43).

27 Although the third recital in the preamble to the Directive states that `it does not appear to be
necessary at present to undertake full-scale approximation of the trade mark laws of the Member States',
the Directive none the less provides for harmonisation in relation to substantive rules of central importance
in this sphere, that is to say, according to the same recital, the rules concerning the provisions of national
law which most directly affect the functioning of the internal market, and the recital does not preclude the
harmonisation relating to those rules from being complete (Case C-355/96 Silhouette International Schmied
[1998] ECR I-4799, paragraph 23).

28 Thus it is clear from the seventh recital in the preamble to the Directive that `attainment of the
objectives at which this approximation [of the laws of the Member States] is aiming requires that the
conditions for obtaining and continuing to hold a registered trade mark are, in general, identical in all
Member States'. The eighth recital states that `in order to reduce the total number of trade marks registered
and protected in the Community and, consequently, the number of conflicts which arise between them, it
is essential to require that registered trade marks must actually be used or, if not used, be subject to
revocation', and the ninth recital states that `it is fundamental, in order to facilitate the free circulation of
goods and services, to ensure that henceforth registered trade marks enjoy the same protection under the
legal systems of all the Member States'. Articles 10 to 15 of the Directive lay down the substantive
conditions to which both maintenance of the rights conferred by the use of a mark on its proprietor and
challenges to those rights on grounds, inter alia, of lack of genuine use - a concept which is essential to
maintaining rights to the mark - are subject.

29 It is evident from all the provisions cited in the previous paragraph that it was the Community
legislature's intention that the maintenance of rights in a trade mark be subject to the same condition
regarding genuine use in all the Member States, so that the level of protection trade marks enjoy does not
vary according to the legal system concerned (see, to that effect, Joined Cases C-414/99 to C-416/99 Zino
Davidoff and Levi Strauss [2001] ECR I-8691, paragraphs 41 and 42).

30 The notion of `genuine use' also appears in Articles 15 and 50 of Council Regulation (EC) No 40/94
of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1) as a prerequisite for revocation
of the rights conferred by such a trade mark.

31 It is therefore incumbent on the Court to give a uniform interpretation of the concept of `genuine use',
as used in Articles 10 and 12 of the Directive.

32 In defining the concept of `genuine use' it must first of all be borne in mind that, as the 12th recital in
the preamble to the Directive states, `all Member States of the Community are bound by the Paris
Convention for the Protection of Industrial Property [and that] it is necessary that the provisions of this
Directive are entirely consistent with those of the Paris Convention'.

33 The Convention simply states, with regard to revocation for lack of use, as follows, at Article 5C(1):

`If, in any country, use of the registered mark is compulsory, the registration may be cancelled only after
a reasonable period, and then only if the person concerned does not justify his inaction.'

34 As the provisions of the Paris Convention thus contain no guidance for defining the concept of
`genuine use', the scope of that expression must be determined solely on the basis of an analysis of the
provisions of the Directive itself.
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35 Next, as Ansul argued, the eighth recital in the preamble to the Directive states that trade marks `must
actually be used or, if not used, be subject to revocation'. `Genuine use' therefore means actual use of the
mark. That approach is confirmed, inter alia, by the Dutch version of the Directive, which uses in the
eighth recital the words `werkelijk wordt gebruikt', and by other language versions such as the Spanish
(`uso efectivo'), Italian (`uso effettivo') and English (`genuine use').

36 `Genuine use' must therefore be understood to denote use that is not merely token, serving solely to
preserve the rights conferred by the mark. Such use must be consistent with the essential function of a
trade mark, which is to guarantee the identity of the origin of goods or services to the consumer or end
user by enabling him, without any possibility of confusion, to distinguish the product or service from
others which have another origin.

37 It follows that `genuine use' of the mark entails use of the mark on the market for the goods or
services protected by that mark and not just internal use by the undertaking concerned. The protection the
mark confers and the consequences of registering it in terms of enforceability vis-à-vis third parties cannot
continue to operate if the mark loses its commercial raison d'être, which is to create or preserve an outlet
for the goods or services that bear the sign of which it is composed, as distinct from the goods or services
of other undertakings. Use of the mark must therefore relate to goods or services already marketed or
about to be marketed and for which preparations by the undertaking to secure customers are under way,
particularly in the form of advertising campaigns. Such use may be either by the trade mark proprietor or,
as envisaged in Article 10(3) of the Directive, by a third party with authority to use the mark.

38 Finally, when assessing whether there has been genuine use of the trade mark, regard must be had to
all the facts and circumstances relevant to establishing whether the commercial exploitation of the mark is
real, in particular whether such use is viewed as warranted in the economic sector concerned to maintain
or create a share in the market for the goods or services protected by the mark.

39 Assessing the circumstances of the case may thus include giving consideration, inter alia, to the nature
of the goods or service at issue, the characteristics of the market concerned and the scale and frequency of
use of the mark. Use of the mark need not, therefore, always be quantitatively significant for it to be
deemed genuine, as that depends on the characteristics of the goods or service concerned on the
corresponding market.

40 Use of the mark may also in certain circumstances be genuine for goods in respect of which it is
registered that were sold at one time but are no longer available.

41 That applies, inter alia, where the proprietor of the trade mark under which such goods were put on the
market sells parts which are integral to the make-up or structure of the goods previously sold, and for
which he makes actual use of the same mark under the conditions described in paragraphs 35 to 39 of this
judgment. Since the parts are integral to those goods and are sold under the same mark, genuine use of
the mark for those parts must be considered to relate to the goods previously sold and to serve to preserve
the proprietor's rights in respect of those goods.

42 The same may be true where the trade mark proprietor makes actual use of the mark, under the same
conditions, for goods and services which, though not integral to the make-up or structure of the goods
previously sold, are directly related to those goods and intended to meet the needs of customers of those
goods. That may apply to after-sales services, such as the sale of accessories or related parts, or the supply
of maintenance and repair services.

43 In the light of the foregoing considerations the reply to the first question must be that Article 12(1) of
the Directive must be interpreted as meaning that there is `genuine use' of a trade mark where the mark is
used in accordance with its essential function, which is to guarantee the identity
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of the origin of the goods or services for which it is registered, in order to create or preserve an outlet for
those goods or services; genuine use does not include token use for the sole purpose of preserving the
rights conferred by the mark. When assessing whether use of the trade mark is genuine, regard must be
had to all the facts and circumstances relevant to establishing whether the commercial exploitation of the
mark is real, particularly whether such use is viewed as warranted in the economic sector concerned to
maintain or create a share in the market for the goods or services protected by the mark, the nature of
those goods or services, the characteristics of the market and the scale and frequency of use of the mark.
The fact that a mark is not used for goods newly available on the market but for goods that were sold in
the past does not mean that its use is not genuine, if the proprietor makes actual use of the same mark for
component parts that are integral to the make-up or structure of such goods, or for goods or services
directly connected with the goods previously sold and intended to meet the needs of customers of those
goods.

The second question

44 By its second question the national court is essentially asking whether, in the light of the reply to the
first question, the use by Ansul of the Minimax mark from 1989 to 1994 in the context of the commercial
activities described at paragraph 11 of this judgment is `normal' for purposes of the UBL or `genuine' for
the purposes of Article 12 of the Directive.

45 However, it is not for the Court to make that assessment. It is for the national court, under the division
of functions provided for by Article 234 EC, to apply the rules of Community law, as interpreted by the
Court, to the individual case before it (see Case C-320/88 Shipping and Forwarding Enterprise Safe [1990]
ECR I-285, paragraph 11).

46 In those circumstances the reply to the second question must be that it is for the national court to draw
the consequences for the resolution of the dispute before it of the interpretation of the Community law
concept of `genuine use' of the trade mark given in the reply to the first question referred for a
preliminary ruling.
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Judgment of the Court
of 20 March 2003

LTJ Diffusion SA v Sadas Vertbaudet SA. Reference for a preliminary ruling: Tribunal de grande
instance de Paris - France. Trade marks - Approximation of laws - Directive 89/104/EEC - Article

5(1)(a) - Notion of sign which is identical with the trade mark - Use of the distinctive element of the
mark to the exclusion of other elements - Use of all the elements making up the trade mark but

with the addition of other elements. Case C-291/00.

In Case C-291/00,

REFERENCE to the Court under Article 234 EC by the Tribunal de grande instance de Paris (France) for
a preliminary ruling in the proceedings pending before that court between

LTJ Diffusion SA

and

Sadas Vertbaudet SA,

on the interpretation of Article 5(1)(a) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, M. Wathelet and R. Schintgen (Presidents of Chambers),
C. Gulmann, P. Jann, F. Macken (Rapporteur), N. Colneric, S. von Bahr and J.N. Cunha Rodrigues,
Judges,

Advocate General: F.G. Jacobs,

Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- LTJ Diffusion SA, by F. Fajgenbaum, avocat,

- Sadas Vertbaudet SA, by A. Bertrand, avocat,

- the United Kingdom Government, by G. Amodeo, acting as Agent, and D. Alexander, barrister,

- the Commission of the European Communities, by K. Banks, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of LTJ Diffusion SA, represented by F. Fajgenbaum, of Sadas
Vertbaudet SA, represented by A. Bertrand, of the French Government, represented by A. Maitrepierre,
acting as Agent, of the United Kingdom Government, represented by M. Tappin, barrister, and of the
Commission, represented by K. Banks, at the hearing on 10 October 2001,

after hearing the Opinion of the Advocate General at the sitting on 17 January 2002,

gives the following

Judgment

Costs

LV.The costs incurred by the French and United Kingdom Governments and by the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending before the national court, the decision on costs is a
matter for that court.
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On those grounds,

THE COURT,

in answer to the question referred to it by the Tribunal de grande instance de Paris by judgment of 23
June 2000, hereby rules:

Article 5(1)(a) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks must be interpreted as meaning that a sign is identical with the
trade mark where it reproduces, without any modification or addition, all the elements constituting the
trade mark or where, viewed as a whole, it contains differences so insignificant that they may go
unnoticed by an average consumer.

I .By judgment of 23 June 2000, received at the Court on 26 July 2000, the Tribunal de grande instance
de Paris (Regional Court, Paris) referred to the Court for a preliminary ruling under Article 234 EC a
question on the interpretation of Article 5(1)(a) of First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1;
hereinafter >the directive=).

II. That question was raised in proceedings between LTJ Diffusion SA (hereinafter >LTJ Diffusion=) and
Sadas Vertbaudet SA (hereinafter >Sadas=) concerning a complaint of infringement by the latter of a trade
mark registered by the former in relation to articles of clothing.

Legal background

Community legislation

III. The directive states, in the first recital in the preamble thereto, that the national trade mark laws
contain disparities which may impede the free movement of goods and freedom to provide services and
may distort competition within the common market. According to that recital, it is therefore necessary, in
view of the establishment and functioning of the internal market, to approximate the laws of Member
States. The third recital in the preamble to the directive states that >it does not appear to be necessary at
present to undertake full scale approximation of the trade mark laws of the Member States=.

IV. As set out in the 10th recital in the preamble to the directive:

>... the protection afforded by the registered trade mark, the function of which is in particular to guarantee
the trade mark as an indication of origin, is absolute in the case of identity between the mark and the sign
and goods or services;... the protection applies also in case of similarity between the mark and the sign
and the goods or services;... it is indispensable to give an interpretation of the concept of similarity in
relation to the likelihood of confusion;... the likelihood of confusion, the appreciation of which depends on
numerous elements and, in particular, on the recognition of the trade mark on the market, of the
association which can be made with the used or registered sign, of the degree of similarity between the
trade mark and the sign and between the goods or services identified, constitutes the specific condition for
such protection;...=.

V. Article 4(1) of the directive, which lists the further grounds for refusal or invalidity concerning
conflicts with earlier rights, states:

> A trade mark shall not be registered or, if registered, shall be liable to be declared invalid:

(a) if it is identical with an earlier trade mark, and the goods or services for which the trade mark is
applied for or is registered are identical with the goods or services for which the earlier trade mark is
protected;

(b) if because of its identity with, or similarity to, the earlier trade mark and the identity or
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similarity of the goods or services covered by the trade marks, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of association with the earlier trade mark.=

VI. Article 5(1) of the directive, which concerns the rights conferred by a trade mark, provides:

> The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.=

National legislation

VII. In France, the law on trade marks is governed by the provisions of the Law of 4 January 1991,
codified since 1992, and, more specifically, by Book VII of the French Code de la propriété intellectuelle
(Intellectual Property Code) (JORF of 3 July 1992, p. 8801; hereinafter >the code=).

VIII. Article L. 713-2 of the code prohibits:

> [t]he reproduction, use or affixing of a mark, even with the addition of words such as: Aformula, style,
system, imitation, type or method@, or the use of a mark which has been reproduced, in respect of goods
or services identical with those for which the mark is registered.=

IX. Article L. 713-3 of the code provides:

> Save where the owner has consented, the following shall be prohibited if there is a risk that they might
lead to confusion in the mind of the public:

(a) the reproduction, use or affixing of a mark, or the use of a mark which has been reproduced, in respect
of goods or services similar to those for which the mark is registered;

(b) the imitation of a mark or the use of an imitated mark, in respect of goods or services identical with,
or similar to, those for which the mark is registered.=

The main proceedings and the question referred for a preliminary ruling

X. LTJ Diffusion's business is the design, manufacture, marketing and distribution of clothing and
footwear, in particular adults' and children's nightwear, underwear, shoes and slippers.

XI. That company is the proprietor of a trade mark registered at the French Institut national de la propriété
industrielle (National Institute for Industrial Property, hereinafter >the INPI=) under No 17731, which was
filed on 16 June 1983 and renewed on 14 June 1993 (hereinafter >LTJ Diffusion's trade mark=). The
registration relates to goods in Class 25 within the meaning of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of June
15, 1957, as revised and amended (hereinafter >the Nice Agreement=), namely textile articles, both ready
to wear and made to measure, including boots, shoes and slippers. That trade mark consists of a single
word, filed in the form of a handwritten signature with the characters joined up and a dot between the two
sloping sides of the letter A. It appears as follows:
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>PICTURE>

XII. Sadas is a company operating a mail order business, which distributes a catalogue entitled
>Vertbaudet=. It markets inter alia children's clothing and accessories.

XIII. Sadas is the proprietor of a trade mark registered at the INPI under No 93.487.413, which was filed
on 29 September 1993 (hereinafter >Sadas' trade mark=). The registration, published on 25 March 1994,
relates inter alia to goods in Class 25 of the Nice Agreement.

XIV. That trade mark, which was filed in the form of upright printed capital letters, is the following:

ARTHUR ET FELICIE

XV. As may be seen from the file, Sadas' mark is used in the form below:

>PICTURE>

XVI. Being of the opinion that the reproduction and use of Sadas' trade mark for children's clothing and
accessories constitute an infringement of its trade mark, LTJ Diffusion has brought an action against Sadas
before the Tribunal de grande instance de Paris. It requests that court to issue an injunction, order
confiscation and customary publication and declare that Sadas' trade mark is invalid.

XVII. LTJ Diffusion relies primarily on Articles L. 713 2 and L. 713 3 of the code. It maintains that
French case law and legal writings interpret, in particular, the prohibition in Article L. 713 2 of the code
as referring to cases in which a distinctive element of a compound mark is reproduced, namely
>contrefaçon partielle= (partial infringement), or in which either such an element or the whole mark is
reproduced together with elements deemed not to affect the identity of the mark, a circumstance
characterised as >adjonction inopérante= (ineffective addition).

XVIII. It also claims that, if the filing and use of Sadas' trade mark did not constitute infringements by
reproduction of its trade mark for the purposes of Article L. 713 2 of the code, they do on any view
constitute infringement by imitation for the purposes of Article L. 713-3 of the code. There is a
likelihood of confusion between the two trade marks since the word >Arthur= retains its particular
distinctiveness within the compound which is Sadas' trade mark.

XIX. LTJ Diffusion further maintains that its trade mark is well known by reason of the intensity of its
use and of the investment made in advertising to promote it.

XX. Sadas contends that the various constituent parts of a distinctive sign should not be considered in
isolation in order to determine whether there is an infringement for the purposes of Article L. 713 2 of the
code. According to Sadas, reproduction of one of the elements of a compound trade mark or the addition
of elements to those which make up a trade mark fall outside the scope of Article 5(1)(a) of the directive
since the latter covers only the use of an identical sign without any modification.

XXI. The Tribunal de grande instance de Paris considers that the outcome of the main proceedings turns
on the interpretation of the notion of reproduction of a trade mark for the purposes of Article L. 713-2 of
the code and specifically on whether, by reference to the concepts of partial infringement and ineffective
addition, that notion extends beyond mere identical reproduction of a sign registered as a trade mark.

XXII. Taking the view that the interpretation of the notion of reproduction of a trade mark for the
purposes of Article L. 713 2 of the code must accord with that of the notion of >sign which is identical
with the trade mark= in Article 5(1)(a) of the directive, the Tribunal de grande instance de Paris has
decided to stay proceedings and to refer the following question to the Court for a preliminary ruling:
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> Does the prohibition in Article 5(1)(a) of [First Council] Directive 89/104[/EEC] of 21 December 1988
to approximate the laws of the Member States [relating to trade marks] cover only identical reproduction,
without addition or omission, of the sign or signs constituting a mark or can it extend to:

(1) reproduction of the distinctive element of a mark composed of a number of signs;

(2) full reproduction of the signs making up the mark where new signs are added?=

The question referred for a preliminary ruling

XXIII. By its question referred for a preliminary ruling, the national court seeks to ascertain how the
notion of >sign which is identical with the trade mark= within the meaning of Article 5(1)(a) of the
directive is to be interpreted.

XXIV. It is common ground that, in the case in the main proceedings, Sadas' trade mark was indeed used
in the course of trade in relation to goods which are identical with those for which LTJ Diffusion's trade
mark was registered.

Observations submitted to the Court

XXV. LTJ Diffusion submits that the interpretation of Article 5(1)(a) of the directive must ensure that
there is an effective relationship between that provision and Article 5(1)(b) of the directive. Where the
goods concerned are identical, as in the case in the main proceedings, a distinction must be made between,
on the one hand, partial infringement and infringement with ineffective addition, which fall under Article
5(1)(a) of the directive, and, on the other, infringement by simple imitation, as referred to in Article
5(1)(b) of the directive.

XXVI. According to LTJ Diffusion, counterfeiters seeking to exploit a trade mark enjoying a certain
reputation frequently reproduce that mark while adding to it a sign which does not affect its identity.

XXVII. That company submits that, in order to determine whether a sign is identical with the trade mark
within the meaning of Article 5(1)(a) of the directive, it must be ascertained whether that sign forms a
conceptual whole in which the mark loses its individuality, and therefore any distinctiveness, and blends in
with that whole. In that regard, account needs to be taken of the use and position of the mark on the
market concerned and of how well known it is, without seeking to ascertain whether there is a likelihood
of confusion.

XXVIII. Sadas, the United Kingdom Government and the Commission submit that a strict meaning should
be assigned to the phrase >sign which is identical with the trade mark= in Article 5(1)(a) of the directive.

XXIX. Sadas maintains that a sign which is identical with the trade mark, within the meaning of Article
5(1)(a) of the directive, must comprise the same elements as the mark in the same arrangement and order,
that is to say, be a counterfeit in the strict sense and a slavish reproduction of the trade mark.

XXX. Sadas further submits that to accept the concept of >partial infringement= or >infringement by
ineffective addition= would not be in accordance with Community law, which prohibits dividing up a trade
mark in order to determine whether there is a likelihood of confusion within the meaning of Article
5(1)(b) of the directive and requires that the mark be assessed as a whole. Where a trade mark is not
reproduced in an identical manner, as referred to in Article 5(1)(a) of the directive, but is the object of
partial reproduction or addition, Article 5(1)(b) of the directive, which allows the proprietor of the trade
mark to prevent its use only if there exists a likelihood of confusion on the part of the public, should be
applied.
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XXXI. The United Kingdom Government and the Commission observe that Article 5(1)(a) of the directive
grants absolute protection to a trade mark vis à-vis an identical sign. They refer to the 10th recital in the
preamble to the directive, which provides that the likelihood of confusion constitutes the specific condition
for the protection afforded by the registered trade mark. That absolute protection is not made conditional
upon evidence of a likelihood of confusion, so that a comparatively strict meaning must be assigned to the
term >identical= employed in Article 5(1)(a) of the directive.

XXXII. Referring to Article 16 of the Agreement on Trade Related Aspects of Intellectual Property Rights,
as set out in Annex 1 C to the Agreement establishing the World Trade Organisation, approved on behalf
of the Community, as regards matters within its competence, by Council Decision 94/800/EC of 22
December 1994 (OJ 1994 L 336, p. 1) (>TRIPs=), the Commission draws attention to the fact that
likelihood of confusion may be presumed only in the case of identity between the trade mark and the sign
and between the goods covered, as laid down by Article 5(1)(a) of the directive. In using the phrase
>sign which is identical with the trade mark=, the Community legislature intended to limit the application
of that presumption to cases where the sign and the trade mark are exactly alike.

XXXIII. According to the Commission, if a sign were too readily regarded as identical with a registered
trade mark, the scope for preventing the use of a sign would be widened, without evidence of a likelihood
of confusion, beyond the circumstances in which such a likelihood may be presumed to exist.

XXXIV. The United Kingdom Government submits that the analysis in terms of the global appreciation of
the similarity between a sign and a mark as registered is equally applicable to assessing the identity of a
sign with a mark for the purposes of Article 5(1)(a) of the directive.

XXXV. That government argues that the national court must look at the sign used by Sadas, adopting the
perspective of the average consumer, and must consider that sign as a whole. It is only if the whole sign
is identical to a mark that Article 5(1)(a) of the directive must be applied. According to that government,
if the sign used differs from the mark as registered inasmuch as the sign contains additional distinctive
elements, the sign and the mark should not generally be regarded as identical.

XXXVI. At the hearing, the French Government argued that it is difficult to avoid a strict interpretation of
the concept of identity used in Article 5(1)(a) of the directive. Only such an interpretation enables
practical effect to be given to the system of protection provided for by the directive in the case of mere
similarity within the meaning of Article 5(1)(b) of the directive.

XXXVII. According to that government, since the question referred for a preliminary ruling was submitted,
French case-law has developed in so far as disputes concerning the partial reproduction of trade marks, or
their reproduction in full with the addition of elements, are now examined solely on the basis of
infringement by way of imitation, pursuant to Article 5(1)(b) of the directive, and not infringement stricto
sensu, pursuant to Article 5(1)(a) of the directive. The prohibition provided for by the latter provision
concerns, as a rule, only identical reproduction and cannot refer to either reproduction of the distinctive
element of a mark composed of a number of signs or full reproduction of the signs making up a mark
where new signs are added.

Reply of the Court

XXXVIII. As a preliminary point, it must be recalled that, in order to provide a satisfactory answer to the
national court which has referred a question to it, the Court of Justice may deem it necessary to consider
provisions of Community law to which the national court has not referred in its question (see Case 35/85
Tissier [1986] ECR 1207, paragraph 9, and Case C 107/98 Teckal [1999] ECR I 8121, paragraph 39).
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XXXIX. As may be seen from paragraphs 11, 13 and 16 of this judgment, LTJ Diffusion's trade mark was
registered prior to that of Sadas, and LTJ Diffusion requests the national court not only to grant an
injunction and to order confiscation and customary publication, but also to declare Sadas' trade mark
invalid.

XL. It is Article 4 of the directive which sets out the further grounds justifying refusal or invalidity in the
event of conflict concerning earlier rights. Article 4(1)(a) thus provides that a registered trade mark is to
be liable to be declared invalid if it is identical with an earlier trade mark, and the goods or services for
which the trade mark is registered are identical with the goods or services for which the earlier trade mark
is protected.

XLI. The conditions of application of Article 4(1)(a) of the directive correspond essentially to those of
Article 5(1)(a) of the directive, which determines the circumstances in which the proprietor of a trade mark
is entitled to prevent third parties from using signs which are identical with his trade mark. There is a
similar correspondence between Articles 8(1)(a) and 9(1)(a) of Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

XLII. Since both Article 4(1)(a) and Article 5(1)(a) of the directive are relevant to the outcome of the
main proceedings, the national court must be given an interpretation covering those two provisions.

XLIII. Accordingly, the question submitted will be examined below in the light solely of Article 5(1)(a) of
the directive, but the interpretation adopted following that examination will also apply to Article 4(1)(a) of
the directive since that interpretation will be transposable, mutatis mutandis, to the latter provision.

XLIV. On the substance of the case, it is settled case law that the essential function of a trade mark is to
guarantee the identity of origin of the marked goods or services to the consumer or end user by enabling
him, without any possibility of confusion, to distinguish the goods or services from others which have
another origin (see Case 3/78 Centrafarm [1978] ECR 1823, paragraphs 11 and 12; Case C 379/97 Upjohn
[1999] ECR I 6927, paragraph 21, and Case C 206/01 Arsenal Football Club [2002] ECR I 0000,
paragraph 48).

XLV. The Community legislature confirmed that essential function of trade marks by providing, in Article
2 of the Directive, that signs which are capable of being represented graphically may constitute a trade
mark only if they are capable of distinguishing the goods or services of one undertaking from those of
other undertakings (see, in particular, Case C 517/99 Merz &amp; Krell [2001] ECR I 6959, paragraph 23,
and Arsenal Football Club, cited above, paragraph 49).

XLVI. For that guarantee of origin to be ensured, the proprietor must be protected against competitors
wishing to take unfair advantage of the status and reputation of the trade mark by selling products illegally
bearing it (see Case C 349/95 Loendersloot [1997] ECR I 6227, paragraph 22, and Arsenal Football Club,
paragraph 50).

XLVII. Protection for the proprietor of a trade mark is guaranteed by Article 5 of the directive, which
determines the rights conferred by a registered trade mark and provides, in paragraph (1), that that mark is
to confer on the proprietor exclusive rights therein and that the proprietor is to be entitled, within certain
limits, to prevent all third parties from using his trade mark in the course of trade (see, to that effect, Case
C 337/95 Parfums Christian Dior [1997] ECR I 6013, paragraph 34).

XLVIII. As regards Article 5(1)(b) of the directive, the Court has already held that that provision is
designed to apply only if, because of the identity or similarity between the signs and marks and between
the goods or services which they designate, there exists a likelihood of confusion on
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the part of the public (see, to that effect, Case C 425/98 Marca Mode [2000] ECR I 4861, paragraph 34).

XLIX. On the other hand, Article 5(1)(a) of the directive does not require evidence of such a likelihood in
order to afford absolute protection in the case of identity of the sign and the trade mark and of the goods
or services.

L. The criterion of identity of the sign and the trade mark must be interpreted strictly. The very definition
of identity implies that the two elements compared should be the same in all respects. Indeed, the
absolute protection in the case of a sign which is identical with the trade mark in relation to goods or
services which are identical with those for which the trade mark is registered, which is guaranteed by
Article 5(1)(a) of the directive, cannot be extended beyond the situations for which it was envisaged, in
particular, to those situations which are more specifically protected by Article 5(1)(b) of the directive.

LI. There is therefore identity between the sign and the trade mark where the former reproduces, without
any modification or addition, all the elements constituting the latter.

LII. However, the perception of identity between the sign and the trade mark must be assessed globally
with respect to an average consumer who is deemed to be reasonably well informed, reasonably observant
and circumspect. The sign produces an overall impression on such a consumer. That consumer only
rarely has the chance to make a direct comparison between signs and trade marks and must place his trust
in the imperfect picture of them that he has kept in his mind. Moreover, his level of attention is likely to
vary according to the category of goods or services in question (see, to that effect, Case C 342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I 3819, paragraph 26).

LIII. Since the perception of identity between the sign and the trade mark is not the result of a direct
comparison of all the characteristics of the elements compared, insignificant differences between the sign
and the trade mark may go unnoticed by an average consumer.

LIV. In those circumstances, the answer to the question referred must be that Article 5(1)(a) of the
directive must be interpreted as meaning that a sign is identical with the trade mark where it reproduces,
without any modification or addition, all the elements constituting the trade mark or where, viewed as a
whole, it contains differences so insignificant that they may go unnoticed by an average consumer.
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Judgment of the Court
of 12 December 2002

Ralf Sieckmann v Deutsches Patent- und Markenamt. Reference for a preliminary ruling:
Bundespatentgericht - Germany. Trade marks - Approximation of laws - Directive 89/104/EEC -

Article 2 - Signs of which a trade mark may consist - Signs capable of being represented graphically
- Olfactory signs. Case C-273/00.

In Case C-273/00,

REFERENCE to the Court under Article 234 EC by the Bundespatentgericht (Germany) for a preliminary
ruling in proceedings brought by

Ralf Sieckmann

on the interpretation of Article 2 of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, M. Wathelet, R. Schintgen, C.W.A. Timmermans
(Presidents of Chambers), C. Gulmann, D.A.O. Edward, A. La Pergola, V. Skouris, F. Macken
(Rapporteur), N. Colneric and J.N. Cunha Rodrigues, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- Mr Sieckmann, by himself, Patentanwalt,

- the Austrian Government, by C. Pesendorfer, acting as Agent,

- the United Kingdom Government, by R. Magrill, acting as Agent, and D. Alexander, Barrister,

- the Commission of the European Communities, by K. Banks, acting as Agent, and W. Berg,
Rechtsanwalt,

having regard to the Report for the Hearing,

after hearing the oral observations of Mr Sieckmann and the Commission at the hearing on 2 October
2001,

after hearing the Opinion of the Advocate General at the sitting on 6 November 2001,

gives the following

Judgment

Costs

74 The costs incurred by the Austrian and United Kingdom Governments and by the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending before the national court, the decision on costs is a
matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Bundespatentgericht by order of 14 April 2000, hereby
rules:
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1. Article 2 of Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks must be interpreted as meaning that a trade mark may consist of a
sign which is not in itself capable of being perceived visually, provided that it can be represented
graphically, particularly by means of images, lines or characters, and that the representation is clear,
precise, self-contained, easily accessible, intelligible, durable and objective.

2. In respect of an olfactory sign, the requirements of graphic representability are not satisfied by a
chemical formula, by a description in written words, by the deposit of an odour sample or by a
combination of those elements.

1 By order of 14 April 2000, received at the Court on 10 July 2000, the Bundespatentgericht (Federal
Patents Court) referred to the Court for a preliminary ruling under Article 234 EC two questions on the
interpretation of Article 2 of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1; `the Directive').

2 Those questions were raised in proceedings brought by Mr Sieckmann against the refusal of the
Deutsches Patent- und Markenamt (German Patent and Trade Mark Office) to register an olfactory mark in
respect of various services in Classes 35, 41 and 42 of the Nice Agreement on the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended.

Relevant provisions

Community legislation

3 According to the first recital in the preamble thereto, the purpose of the Directive is to approximate the
trade mark laws of the Member States in order to abolish existing disparities which may impede the free
movement of goods and freedom to provide services and may distort competition within the common
market. According to the third recital in the preamble thereto, the Directive is not intended to achieve full
harmonisation of those laws.

4 The seventh recital in the preamble to the Directive states:

`... attainment of the objectives at which this approximation of laws is aiming requires that the conditions
for obtaining and continuing to hold a registered trade mark are, in general, identical in all Member
States;... to this end, it is necessary to list examples of signs which may constitute a trade mark, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings;...'.

5 Article 2 of the Directive contains a list of examples of signs of which a trade mark may consist. It is
worded as follows:

`A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

6 Paragraph 1 of Article 3 of the Directive, entitled `Grounds for refusal or invalidity', provides:

`The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

...'.
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National legislation

7 The Gesetz über den Schutz von Marken und sonstigen Kennzeichnungen (German Law on the
Protection of Trade Marks and other Identification Marks) of 25 October 1994 (BGBl. 1994 I, p. 3082;
`the Markengesetz') transposed the Directive into German law. It entered into force on 1 January 1995.

8 Paragraph 3(1) of the Markengesetz states:

`Any sign, particularly words, including personal names, designs, letters, numerals, acoustic signs and
three-dimensional forms, including the shape of goods or of their packaging and other aspects of their
presentation, including colours and colour combinations, which are capable of distinguishing the goods or
services of one undertaking from those of other undertakings, may be protected as a trade mark.'

9 Under Paragraph 8(1) of the Markengesetz, signs `which are not capable of being represented
graphically' are not to be registered and, under Paragraph 8(2)(1), trade marks which are devoid of any
distinctive character are not to be registered.

The main proceedings and the questions referred for a preliminary ruling

10 Mr Sieckmann deposited with the Deutsches Patent- und Markenamt a trade mark in respect of various
services in Classes 35, 41 and 42 of the Nice Agreement of 15 June 1957, as revised and amended, which
include advertising, business management, business administration and office functions (Class 35),
education, providing of training, entertainment and sporting and cultural activities (Class 41), providing of
food and drink, temporary accommodation, medical, hygienic and beauty care, veterinary and agricultural
services, legal services, scientific and industrial research, computer programming and services that cannot
be placed in other classes (Class 42).

11 In the section of the application form headed `Reproduction of the Trade Mark', required under
Paragraph 8(1) of the Markengesetz and pursuant to Article 2 of the Directive, provisions under which, to
be able to constitute a mark a sign must be capable of being represented graphically, Mr Sieckmann
referred to a description attached as an annex to his registration application. That description reads as
follows:

`Trade mark protection is sought for the olfactory mark deposited with the Deutsches Patent- und
Markenamt of the pure chemical substance methyl cinnamate (= cinnamic acid methyl ester), whose
structural formula is set out below. Samples of this olfactory mark can also be obtained via local
laboratories listed in the Gelbe Seiten (Yellow Pages) of Deutsche Telekom AG or, for example, via the
firm E. Merck in Darmstadt.

C6H5-CH = CHCOOCH3.'

12 In the event that the description set out in the previous paragraph was not sufficient to satisfy the
application requirement under Paragraph 32(2) and (3) of the Markengesetz, the applicant in the main
proceedings made the following addendum to that description:

`The trade mark applicant hereby declares his consent to an inspection of the files relating to the deposited
olfactory mark "methyl cinnamate" pursuant to Paragraph 62(1) of the Markengesetz and Paragraph 48(2)
of the Markenverordnung (Trade Mark Regulation).'

13 Mr Sieckmann also submitted with his registration application an odour sample of the sign in a
container and stated that the scent was usually described as `balsamically fruity with a slight hint of
cinnamon'.

14 The Deutsches Patent- und Markenamt refused the application for registration on the ground that it was
doubtful whether the trade mark applied for was capable of being registered under Paragraph 3(1) of the
Markengesetz and of being represented graphically in accordance with Paragraph 8(1)
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thereof. Ultimately, it was not necessary to determine whether the sign was capable of being registered as
a trade mark and of being represented graphically because, under Paragraph 8(2) of the Markengesetz, that
sign's lack of any distinctive character precluded its registration in any event.

15 In the appeal lodged against that refusal by Mr Sieckmann, the Bundespatentgericht held that in theory
odours may be capable of being accepted in trade as an independent means of identifying an undertaking,
in accordance with Paragraph 3(1) of the Markengesetz.

16 The referring court found that the mark deposited would be capable of distinguishing the
abovementioned services and would not be regarded as purely descriptive of the characteristics of those
services.

17 By contrast, that court found that there are doubts as to whether an olfactory mark, such as that at
issue in the case before it, can satisfy the requirement of graphic representability set out in Paragraph 8(1)
of the Markengesetz.

18 According to the Bundespatentgericht, the graphic representability of a sign constitutes a registration
criterion which, in appeal proceedings, must be examined as a matter of course in priority to the other
grounds for refusal set out in Paragraph 8(2) of the Markengesetz; a sign cannot be registered if it is
incapable of being represented graphically even if it has become accepted in trade as the trade mark of a
specific undertaking and is thus not caught by the grounds for refusal set out in Paragraph 8(2)(1) to (3)
of the Markengesetz, in particular, that of lack of distinctive character.

19 Since it took the view that Paragraph 8(1) of the Markengesetz must be interpreted in a manner
consistent with Article 2 of the Directive, the Bundespatentgericht decided to stay proceedings and to refer
the following questions to the Court for a preliminary ruling:

`(1) Is Article 2 of the First Council Directive of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (89/104/EEC) to be interpreted as meaning that the expression
"signs capable of being represented graphically" covers only those signs which can be reproduced directly
in their visible form or is it also to be construed as meaning signs - such as odours or sounds - which
cannot be perceived visually per se but can be reproduced indirectly using certain aids?

(2) If the first question is answered in terms of a broad interpretation, are the requirements of graphic
representability set out in Article 2 satisfied where an odour is reproduced:

(a) by a chemical formula;

(b) by a description (to be published);

(c) by means of a deposit; or

(d) by a combination of the abovementioned surrogate reproductions?'

20 By application lodged at the Court Registry on 30 April 2002, Mr Sieckmann sought the reopening of
the oral procedure, which had been closed on 6 November 2001 with the delivery of the Advocate
General's Opinion.

21 In support of his request, Mr Sieckmann submits that that Opinion does not deal specifically with the
present case and that the Advocate General made a mistake in paragraph 42 of his Opinion.

22 The Court may of its own motion, on a proposal from the Advocate General or at the request of the
parties order the reopening of the oral procedure, in accordance with Article 61 of its Rules of Procedure,
if it considers that it lacks sufficient information or that the case must be dealt with on the basis of an
argument which has not been debated between the parties (see Joined Cases C-270/97 and C-271/97
Deutsche Post [2000] ECR I-929, paragraph 30, and Case C-299/99 Philips [2002] ECR I-5475, paragraph
20).
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23 The Court considers that it has all the information it needs to answer the questions raised in the main
proceedings.

24 Accordingly, Mr Sieckmann's request must be rejected.

The first question

25 By its first question, the referring court seeks essentially to ascertain whether Article 2 of the Directive
must be interpreted as meaning that a trade mark may consist of a sign which is not in itself capable of
being perceived visually.

Observations submitted to the Court

26 Mr Sieckmann claims that Article 2 of the Directive does not preclude an olfactory mark from being
capable, in principle, of being registered. He submits that such a mark is covered by that provision, as are
acoustic marks, colours, holograms and other `non-traditional' marks.

27 He submits that `represented graphically' should be understood as `represented, or electronically
represented or deposited in another way'. In his submission, the structural chemical formula should always
be deposited at the Deutsches Patent- und Markenamt with a description or a deposit of the sign. He also
claims that the mark at issue in the main proceedings can be obtained in normal quantities from local
laboratory suppliers or in part directly from manufacturers and distributors of fine organic chemicals. By
knowing the chemical name, which should be published, once they had purchased that chemical and
irrespective of the sample's deposit and of publication of the mark's olfactory description, third parties
would be able to form an exact, objective idea of the mark and, where appropriate, to compare it with
other olfactory characteristics.

28 The Austrian Government considers that the field of protection of registered marks results from entries
in the trade marks register, which enable the public to find out about third parties' rights to exclusivity. It
submits that the possibility of perceiving registered marks visually, by consulting that register, is extremely
important. It recalls that, according to the long-established practice of the Austrian Patents Office, the
protection afforded to trade marks may be enjoyed not only by signs which are capable of being directly
represented graphically, that is, two-dimensional marks, but also three-dimensional marks, which must be
specifically designated as such in the registration procedure.

29 According to that Government, it seems to be necessary to assess sound or acoustic signs differently
from olfactory signs in respect of the degree to which such signs can be determined by means of graphic
representation. As regards acoustic signs, it is possible for graphic representation to determine to a
relatively high degree the object to be protected. It is however different, according to the Austrian
Government, for olfactory signs.

30 According to the United Kingdom Government, it is recognised that the effective operation of the trade
mark system requires clarity and precision in the definition of any mark entered in public registers. It
points out that, in the Directive, there is no restriction on the manner in which a mark may be represented
graphically and it is sufficient for the mark proposed for registration to be capable of representation in a
form which enables it to be identified and which is sufficiently clear and precise for a user of the trade
mark register to be able accurately to ascertain what the sign is from that register.

31 The United Kingdom Government submits that the representation as it appears on the register must
satisfy the following requirements: first, it should be a sufficiently self-contained representation of the sign
in question; next, it should be able to stand in place of the sign used or proposed to be used by the
applicant because it clearly and precisely represents solely that sign; finally, it must be understandable by
persons inspecting the register. That Government considers that there
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is no reason in principle why an olfactory mark should not be capable of being graphically represented
within the meaning of Article 2 of the Directive.

32 The Commission submits that, because of the wording of Article 2 of the Directive, which contains a
non-exhaustive list of signs of which a trade mark may consist, it is possible that trade marks may also
consist of signs - such as olfactory signs - which admittedly cannot be perceived visually per se, but can
be made visible by being represented graphically.

33 However, in the Commission's submission, a sign is capable of being registered as a trade mark only if
the subject of the registration application can be clearly and precisely defined. The purpose of graphic
representation is to give a clear, precise and objective image of the mark. That point is particularly
important in a legal system where rights in a trade mark are acquired by deposit and entry in a public
register. In such a system, complete graphic representation of a mark must thus be guaranteed by the
register itself so that the exact scope of the protection resulting from registration is determined and the
rights conferred by the mark are in particular demarcated from those arising from other marks.

Findings of the Court

34 It should first be recalled that, as is stated in the 10th recital in the preamble to the Directive, the
function of the protection afforded by a trade mark is in particular to guarantee the mark as an indication
of origin.

35 It is also clear from the Court's case-law that the essential function of a trade mark is to guarantee the
identity of the origin of the marked product or service to the consumer or end-user by enabling him,
without any possibility of confusion, to distinguish that product or service from others which have another
origin and that, for the trade mark to be able to fulfil its essential role in the system of undistorted
competition which the EC Treaty seeks to establish, it must offer a guarantee that all the goods or services
bearing it have been manufactured or supplied under the control of a single undertaking which is
responsible for their quality (see, in particular, Case C-349/95 Loendersloot [1997] ECR I-6227, paragraphs
22 and 24; Case C-39/97 Canon [1998] ECR I-5507, paragraph 28, and Philips, paragraph 30).

36 The purpose of the Directive, as stated in the first and seventh recitals in the preamble thereto, is to
approximate the trade mark laws at present applicable in the Member States and to make the conditions
for obtaining and continuing to hold a registered trade mark identical in all Member States, in order to
abolish disparities between those laws which may impede the free movement of goods and freedom to
provide services and may distort competition within the common market.

37 The registration system for trade marks constitutes an essential element of their protection, which
contributes, in respect of both Community law and the different national laws, to legal certainty and sound
administration.

38 In that regard it should be noted, first, as is stated in the fourth recital in the preamble to the
Directive, that acquisition of the rights in a mark results, on the one hand, from depositing and registering
the mark and, on the other, from use. However, Article 1 thereof provides that the Directive is to apply
only to trade marks which are the subject of registration or of an application for registration in a Member
State or in the Benelux Trade Mark Office or of an international registration having effect in a Member
State. Furthermore, the sixth recital in the preamble to Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark (OJ 1994 L 11, p. 1) also states that the rights in a Community trade
mark may not be obtained otherwise than by registration.

39 Next, Article 2 of the Directive provides that a trade mark may consist of any sign, provided
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that it is, first, capable of being represented graphically and, second, capable of distinguishing the goods or
services of one undertaking from those of other undertakings.

40 Furthermore, according to the rule laid down in Article 3(1)(a) of the Directive, signs which cannot
constitute a trade mark are not to be registered or if registered are to be liable to be declared invalid.

41 Finally, under Article 5(1) of the Directive, the registered trade mark is to confer on the proprietor
exclusive rights therein. The exact scope of those rights is guaranteed by registration itself.

42 In the light of those considerations, it must be determined whether Article 2 of the Directive is to be
interpreted as meaning that a trade mark may consist of a sign which is not in itself capable of being
perceived visually.

43 The purpose of Article 2 of the Directive is to define the types of signs of which a trade mark may
consist. That provision states that a trade mark may consist of `particularly words, including personal
names, designs, letters, numerals, the shape of goods or of their packaging ...'. Admittedly, it mentions
only signs which are capable of being perceived visually, are two-dimensional or three-dimensional and
can thus be represented by means of letters or written characters or by a picture.

44 However, as is clear from the language of both Article 2 of the Directive and the seventh recital in the
preamble thereto, which refers to a `list [of] examples' of signs which may constitute a trade mark, that
list is not exhaustive. Consequently, that provision, although it does not mention signs which are not in
themselves capable of being perceived visually, such as odours, does not, however, expressly exclude
them.

45 In those circumstances, Article 2 of the Directive must be interpreted as meaning that a trade mark
may consist of a sign which is not in itself capable of being perceived visually, provided that it can be
represented graphically.

46 That graphic representation must enable the sign to be represented visually, particularly by means of
images, lines or characters, so that it can be precisely identified.

47 Such an interpretation is required to allow for the sound operation of the trade mark registration
system.

48 First, the function of the graphic representability requirement is, in particular, to define the mark itself
in order to determine the precise subject of the protection afforded by the registered mark to its proprietor.

49 Next, the entry of the mark in a public register has the aim of making it accessible to the competent
authorities and the public, particularly to economic operators.

50 On the one hand, the competent authorities must know with clarity and precision the nature of the
signs of which a mark consists in order to be able to fulfil their obligations in relation to the prior
examination of registration applications and to the publication and maintenance of an appropriate and
precise register of trade marks.

51 On the other hand, economic operators must, with clarity and precision, be able to find out about
registrations or applications for registration made by their current or potential competitors and thus to
receive relevant information about the rights of third parties.

52 If the users of that register are to be able to determine the precise nature of a mark on the basis of its
registration, its graphic representation in the register must be self-contained, easily accessible and
intelligible.
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53 Furthermore, in order to fulfil its role as a registered trade mark a sign must always be perceived
unambiguously and in the same way so that the mark is guaranteed as an indication of origin. In the light
of the duration of a mark's registration and the fact that, as the Directive provides, it can be renewed for
varying periods, the representation must be durable.

54 Finally, the object of the representation is specifically to avoid any element of subjectivity in the
process of identifying and perceiving the sign. Consequently, the means of graphic representation must be
unequivocal and objective.

55 In the light of the foregoing observations, the answer to the first question must be that Article 2 of the
Directive must be interpreted as meaning that a trade mark may consist of a sign which is not in itself
capable of being perceived visually, provided that it can be represented graphically, particularly by means
of images, lines or characters, and that the representation is clear, precise, self-contained, easily accessible,
intelligible, durable and objective.

The second question

56 By its second question, the referring court seeks essentially to ascertain whether Article 2 of the
Directive must be interpreted as meaning that, in respect of an olfactory sign such as that at issue in the
main proceedings, the requirements of graphic representability are satisfied by a chemical formula, by a
description in written words, by the deposit of an odour sample or by a combination of those elements.

Observations submitted to the Court

57 Mr Sieckmann advocates a broad interpretation of `represented graphically' within the meaning of the
Directive. In the systematic interpretation and practice of trade mark offices, `represented graphically'
should be understood as `represented, or electronically represented or deposited in another way'.

58 As regards the representation of the odour by a chemical formula, the applicant in the main
proceedings observes that, although the molecular formula, in this case C10H10O2, does not in any way
show how the various atoms of those elements are joined together, the structural formula, in this case
C6H5-CH=CHCOOCH3, makes it possible to distinguish clearly a pure chemical substance as such. In
addition, a pure chemical substance, in this case methyl cinnamate, can be distinguished by its chemical
name.

59 In respect of the representation of the odour by a description, Mr Sieckmann points out that olfactory
marks already exist in the European Union and the United States and that, in the main proceedings, the
olfactory sign which was the subject of the registration application is based on `a balsamically fruity scent
with a slight hint of cinnamon', which corresponds to the classification of the perfume industry in the
European Union.

60 As regards the representation of the mark to be protected by the deposit of a sample of it, Mr
Sieckmann claims, as he explained in his registration application, that that mark may be obtained from
local laboratory suppliers or from manufacturers and distributors of fine organic chemicals.

61 On the subject of a combination of the surrogate reproductions of that mark, he proposes, in respect of
the application to register an olfactory mark on the basis of a pure chemical substance, as in the main
proceedings, that differentiation be effected by means of the reproduction of the exact chemical name,
which would appear beneath a contact address at which the odour could be obtained, supplemented where
appropriate by the structural chemical formula of that odour, and by means of a deposit, for example, at
the trade marks office carrying out examinations, in combination, where appropriate, with its description in
words.

62 The Austrian and United Kingdom Governments and the Commission submit that, at the present
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stage of scientific knowledge, the uniform graphic representation of odours poses considerable problems.

63 In their submissions, the mere indication of the chemical formula as the graphic representation of an
odour does not make it possible to identify the odour with certainty, because of different factors which
influence the manner in which it can actually be perceived, such as concentration, quantity, temperature or
the substance bearing the odour. Furthermore, those elements preclude the possibility of representing
odours by means of olfactory samples.

64 The United Kingdom Government contends, in particular, that the chemical formula does not represent
the odour of the chemical itself. Upon reading a chemical formula few people will understand what
product it represents and, even if they do, they may well not understand what the product smells like.
Furthermore, identifying the nature of the sign from a number of chemical formulae would cast an undue
burden on those consulting the register.

65 As to the possibility of describing an odour in words, the Commission submits that such a description
is imbued with subjectivity and can be interpreted in a subjective way, that is, differently by different
people.

66 The United Kingdom Government considers that it is possible that a description in words of an odour
could graphically represent it, for the purposes of Article 2 of the Directive. The circumstances in which
such a representation would be acceptable are likely to be rare, mainly because it would be difficult to
make such a description sufficiently clear and precise properly to represent the sign in question.

67 As regards the deposit of an odour sample, the Austrian Government and the Commission submit that
an odour changes over time because of volatilisation or other phenomena and that a deposit can therefore
not produce a lasting olfactory impression capable of constituting a graphic representation.

68 The United Kingdom Government states further that to allow such a form of representation in the trade
mark registers of Member States and the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) would require considerable changes to those registers and to the systems of registration in
Member States and at the Office and, as a result, the accessibility embodied by the existing system of
public registers would be diminished.

Findings of the Court

69 As regards a chemical formula, as the United Kingdom Government has rightly noted, few people
would recognise in such a formula the odour in question. Such a formula is not sufficiently intelligible. In
addition, as that Government and the Commission stated, a chemical formula does not represent the odour
of a substance, but the substance as such, and nor is it sufficiently clear and precise. It is therefore not a
representation for the purposes of Article 2 of the Directive.

70 In respect of the description of an odour, although it is graphic, it is not sufficiently clear, precise and
objective.

71 As to the deposit of an odour sample, it does not constitute a graphic representation for the purposes
of Article 2 of the Directive. Moreover, an odour sample is not sufficiently stable or durable.

72 If, in respect of an olfactory sign, a chemical formula, a description in words or the deposit of an
odour sample are not capable of satisfying, in themselves, the requirements of graphic representability, nor
is a combination of those elements able to satisfy such requirements, in particular those relating to clarity
and precision.

73 In the light of the foregoing considerations, the answer to the second question must be that, in respect
of an olfactory sign, the requirements of graphic representability are not satisfied
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by a chemical formula, by a description in written words, by the deposit of an odour sample or by a
combination of those elements.
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Judgment of the Court
of 8 April 2003

Van Doren + Q. GmbH v Lifestyle sports + sportswear Handelsgesellschaft mbH and Michael
Orth. Reference for a preliminary ruling: Bundesgerichtshof - Germany. Trade marks - Directive

89/104/EEC - Article 7(1) - Exhaustion of the right conferred by the trade mark - Evidence - Place
where the goods are first placed on the market by the trade mark proprietor or with his consent -

Consent of the trade mark proprietor to placing on the market in the EEA. Case C-244/00.

In Case C-244/00,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the
Bundesgerichtshof (Germany) for a preliminary ruling in the proceedings pending before that court
between

Van Doren + Q.GmbH

and

Lifestyle sports + sportswear Handelsgesellschaft mbH,

Michael Orth,

on the interpretation of Articles 28 EC and 30 EC and of Article 7(2) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1), as amended by the Agreement on the European Economic Area of 2 May 1992 (OJ
1994 L 1, p. 3),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, J.-P. Puissochet, M. Wathelet and R. Schintgen
(Presidents of Chambers), C. Gulmann (Rapporteur), A. La Pergola, P. Jann, V. Skouris, F. Macken, N.
Colneric and S. von Bahr, Judges,

Advocate General: C. Stix-Hackl,

Registrar: H.A. Rühl, Principal Administrator,

after considering the written observations submitted on behalf of:

- Lifestyle sports + sportswear Handelsgesellschaft mbH and Michael Orth, by K. Seidelmann,
Rechtsanwalt

- the German Government, by A. Dittrich and T. Jürgensen, acting as Agents,

- the French Government, by G. de Bergues and A. Maitrepierre, acting as Agents,

- the Commission of the European Communities, by K. Banks, acting as Agent, assisted by I. Brinker and
W. Berg, Rechtsanwälte,

having regard to the Report for the Hearing,

after hearing the oral observations of Lifestyle sports + sportswear Handelsgesellschaft mbH and Mr Orth,
of the German Government, of the French Government and of the Commission at the hearing on 8
January 2002,

after hearing the Opinion of the Advocate General at the sitting on 18 June 2002,

gives the following

Judgment

Costs
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43 The costs incurred by the German and French Governments and by the Commission, which have
submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties to
the main action, a step in the proceedings pending before the national court, the decision on costs is a
matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Bundesgerichtshof by order of 11 May 2000, hereby rules:

A rule of evidence according to which exhaustion of the trade mark right constitutes a plea in defence for
a third party against whom the trade mark proprietor brings an action, so that the existence of the
conditions for such exhaustion must, as a rule, be proved by the third party who relies on it, is consistent
with Community law and, in particular, with Articles 5 and 7 of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks, as amended by the
Agreement on the European Economic Area of 2 May 1992. However, the requirements deriving from the
protection of the free movement of goods enshrined, inter alia, in Articles 28 EC and 30 EC may mean
that this rule of evidence needs to be qualified. Accordingly, where a third party succeeds in establishing
that there is a real risk of partitioning of national markets if he himself bears that burden of proof,
particularly where the trade mark proprietor markets his products in the European Economic Area using an
exclusive distribution system, it is for the proprietor of the trade mark to establish that the products were
initially placed on the market outside the European Economic Area by him or with his consent. If such
evidence is adduced, it is for the third party to prove the consent of the trade mark proprietor to
subsequent marketing of the products in the European Economic Area.

1 By order of 11 May 2000, received at the Court on 19 June 2000, the Bundesgerichtshof (Federal Court
of Justice) referred to the Court for a preliminary ruling under Article 234 EC a question on the
interpretation of Articles 28 EC and 30 EC and of Article 7(2) of First Council Directive 89/104/EEC of
21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40,
p. 1), as amended by the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3,
`the Directive').

2 That question was raised in proceedings brought by Van Doren + Q. GmbH (`Van Doren'), a wholesale
and retail clothing company established in Cologne (Germany), against Lifestyle sports + sportswear
Handelsgesellschaft mbH (`Lifestyle'), a company established in Berlin, and Michael Orth, its managing
director, concerning the marketing by Lifestyle of clothing bearing the Stüssy trade mark, of which Van
Doren is the exclusive distributor in Germany.

Legal background

3 Article 5 of Directive 89/104 provides, under the heading `Rights conferred by a trade mark':

`1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall
be entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

...

3. The following, inter alia, may be prohibited under paragraphs 1 and 2:
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...

(b) offering the goods, or putting them on the market or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing or exporting the goods under the sign;

...'

4 Article 7(1) of the Directive provides under the heading `Exhaustion of the rights conferred by a trade
mark':

`The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been put
on the market in the Community under that trade mark by the proprietor or with his consent.'

5 Pursuant to Article 65(2) of the Agreement on the European Economic Area, read in conjunction with
point 4 of Annex XVII thereto, Article 7(1) of the Directive was amended by replacing the words `in the
Community' by `in a Contracting Party'.

6 Article 5(1) and (3) and Article 7(1) of the Directive were implemented in German law by Paragraph
14(1) to (3) and Paragraph 24(1) of the Gesetz über den Schutz von Marken und sonstigen Kennzeichen
of 25 October 1994 (German law on the protection of trade marks and other distinctive signs; `the
Markengesetz').

The main proceedings and the question referred for a preliminary ruling

7 Stussy Inc., a company established in Irvine (United States) is the proprietor of the word and device
mark `Stüssy', which is registered in respect of clothing, in particular shirts, shorts, swimwear, T-shirts,
track suits, waistcoats and trousers. Goods bearing this trade mark are marketed worldwide. They have
no particular characteristic which would enable them to be recognised as having been allocated to a
specific sales territory.

8 Under a dealership agreement of 1 May 1995, Van Doren has exclusive distribution rights in respect of
Stussy Inc.'s products in Germany. Stussy Inc. authorised the claimant to bring legal proceedings in its
own name to obtain injunctions against, and claim damages from, third parties for infringement of the
trade mark.

9 According to Van Doren there is in each country of the European Economic Area (`EEA') only one
exclusive distributor and general importer for `Stüssy' articles and that distributor is contractually bound
not to sell the goods to intermediaries for resale outside his contractual territory.

10 Lifestyle markets in Germany `Stüssy' articles which it has not acquired from Van Doren.

11 Van Doren brought proceedings against Lifestyle and Michael Orth before the German courts. It
sought an injunction prohibiting such marketing, disclosure of information concerning their activities since
1 January 1995, and a declaration of liability for damages as from 1 January 1995. It maintained that the
articles distributed by Lifestyle were products which had originally been put on the market in the United
States, and that their distribution in the Federal Republic of Germany and other Member States had not
been authorised by the trade mark proprietor.

12 Lifestyle and Michael Orth contended that those claims should be dismissed, arguing that the rights
conferred by the trade mark in respect of the goods in question were exhausted. The defendants claim
that they sourced the goods in the EEA where they had been put on the market by the trade mark
proprietor or with his consent. The clothing purchased from Lifestyle as a test purchase in October 1996
had been acquired by it in the EEA from an intermediary who, Lifestyle and Michael Orth assumed, had
purchased it from an authorised distributor.
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13 Lifestyle submitted that it was not required to name the suppliers until such time as Van Doren proved
the imperviousness of its distribution system.

14 At first instance, the court upheld most of the claims in the action.

15 However, on appeal by Lifestyle and Michael Orth most of the claims made by Van Doren were
dismissed. The court hearing the appeal held that it had been for Van Doren to plead circumstances
which established it as to some extent probable that the goods in question originated from imports which
were put on the market in the EEA without the consent of the trade mark proprietor.

16 Van Doren appealed on a point of law to the Bundesgerichtshof.

17 In its order for reference that court points out that, according to the case-law of the Court of Justice
(judgments in Case C-355/96 Silhouette International Schmied [1998] ECR I-4799 and Case C-173/98
Sebago and Maison Dubois [1999] ECR I-4103), there is exhaustion of the right conferred by a trade mark
within the meaning of Article 7(1) of the Directive where the goods have been put on the market in the
EEA under that mark by the trade mark proprietor or with his consent, but not where they were first put
on the market outside the EEA.

18 It considers that the existence of the conditions for exhaustion of the trade mark right, which is a
defence under Paragraph 24(1) of the Markengesetz, must in principle be proved by the defendant,
according to the general principle that each party to proceedings must prove the existence of the
conditions for application of the rule on which he relies.

19 According to the Bundesgerichtshof, a reversal, in trade mark law, of the burden of proof pursuant to
general principles would be alien to the structure of that system because it would result in an unwarranted
departure from the traditional scheme of tort law, according to which the existence of facts constituting an
infringement of the protected right is generally evidence of unlawfulness so that it is not for the injured
party to show unlawfulness, but, as a rule, for the alleged infringer to show the absence thereof.
Furthermore, a reversal of the burden of proof would unduly prejudice the trade mark proprietor's
exclusive rights. That would also limit the effect of EEA-wide exhaustion to such an extent as to render
it almost redundant, even though the alleged trade mark infringer could easily show the origin of the
goods in question.

20 The referring court points out that under Paragraph 14(2) of the Markengesetz third parties are
prohibited from using a trade mark `without the consent of the trade mark owner'. In its view, although it
is for the trade mark proprietor to prove that the conditions are satisfied to show `use' within the meaning
of this provision, it is for the defendant to prove that the trade mark proprietor has granted consent, if he
wishes to rely on it.

21 However, the referring court takes the view that if the burden of proof is imposed on the third party
against whom a trade mark proprietor has brought proceedings, there is a risk that a dealer unconnected
with the proprietor could be prohibited from marketing products bearing that mark even where the
products have been put on the market in the EEA with the consent of the proprietor. In general, a dealer
will be readily able to show from whom he has purchased goods but he will not be able to make his
suppliers reveal the previous supplier or identify other links in the distribution chain. Moreover, even if
he were able to trace the distribution channel back to the trade mark proprietor and to show that the goods
were put on the market in the EEA with the consent of that proprietor, his supply source would be liable
to dry up immediately.

22 Under those circumstances there is a risk that the trade mark proprietor will use the trade mark to
partition national markets.

23 The court therefore raises the question whether Article 28 EC requires provision for an exception to the
general rule that the full burden of proving the factual conditions for exhaustion of the
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right conferred by a trade mark lies with the third party. It considers that a possible solution might be to
impose that burden on the third party only if the manufacturer has first used such means as can reasonably
be expected of him to distinguish, by affixing signs, goods which have been put on the market in the
EEA by him or with his consent from goods which have been put on the market outside the EEA. Where
it appears that the trade mark proprietor consistently acts in such a way, the third party is required to
prove that the conditions for exhaustion are satisfied, if, prima facie, the goods could have been first put
on the market only outside the EEA.

24 As it considers that, against that background, the resolution of the dispute in the main proceedings
turns on the interpretation of Articles 28 EC and 30 EC and Article 7(1) of the Directive, the
Bundesgerichtshof has stayed proceedings and referred the following question to the Court for a
preliminary ruling:

`Are Articles 28 EC and 30 EC to be interpreted as meaning that they permit the application of national
legislation under which an infringer against whom proceedings are brought on the basis of a trade mark
for marketing original goods, and who claims that the trade mark right has been exhausted within the
meaning of Article 7 of Directive 89/104/EEC ... has to plead and, if necessary, prove that the goods
marketed by him have already been put on the market in the European Economic Area for the first time
by the trade mark owner himself or with his consent?'

The question referred for a preliminary ruling

25 In Articles 5 and 7 of the Directive the Community legislature laid down the rule of Community
exhaustion, that is to say, the rule that the rights conferred by a trade mark do not entitle the proprietor to
prohibit use of the mark in relation to goods bearing that mark which have been placed on the market in
the EEA by him or with his consent. In adopting those provisions, the Community legislature did not
leave it open to the Member States to provide in their domestic law for exhaustion of the rights conferred
by a trade mark in respect of products placed on the market in third countries (Silhouette International
Schmied, cited above, paragraph 26, and Joined Cases C-414/99 to C-416/99 Zino Davidoff and Levi
Strauss [2001] ECR I-8691, paragraph 32).

26 The effect of the Directive is therefore to limit exhaustion of the rights conferred on the proprietor of a
trade mark to cases where goods have been put on the market in the EEA and to allow the proprietor to
market his products outside that area without exhausting his rights within the EEA. By making it clear
that the placing of goods on the market outside the EEA does not exhaust the proprietor's right to oppose
the importation of those goods without his consent, the Community legislature has allowed the proprietor
of the trade mark to control the initial marketing in the EEA of goods bearing the mark (Sebago and
Maison Dubois, cited above, paragraph 21, and Zino Davidoff and Levi Strauss, cited above, paragraph
33).

27 During the oral procedure, the defendants in the main proceedings, the German and French
Governments and the Commission discussed the possible effect on the answer to be given to the question
referred for a preliminary ruling in this case of the judgment in Zino Davidoff and Levi Strauss, which
was delivered after the order for reference.

28 It must be observed that there are differences between the cases resulting in that judgment and the
present case.

29 In the former cases, in which the Court had to consider the way in which the trade mark proprietor's
consent to marketing in the EEA is expressed and proved, it was common ground that the goods at issue
had been marketed outside the EEA by the trade mark proprietor or with his consent and then imported
and marketed in the EEA by third parties. In paragraphs 46, 54 and 58 of Zino Davidoff and Levi Strauss
the Court held that, in such circumstances, the consent of a trade mark proprietor to marketing within the
EEA cannot be presumed, that it must be express or implied and that it
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is for the trader who relies on that consent to prove it.

30 In the present case, the dispute in the main proceedings turns primarily on whether goods were placed
on the market for the first time within or outside the EEA. The claimant in the main proceedings submits
that the goods were initially placed on the market by the trade mark proprietor outside the EEA, while the
defendants in the main proceedings contend that they were first placed on the market within the EEA, so
that the exclusive right of the trade mark proprietor is exhausted there, pursuant to Article 7(1) of the
Directive.

31 Such a situation raises the question inter alia of the burden of proving where the trade-marked goods
were first put on the market in cases of dispute on that point.

32 Articles 5 to 7 of the Directive embody a complete harmonisation of the rules relating to the rights
conferred by a trade mark and accordingly define the rights of proprietors of trade marks in the
Community (Zino Davidoff and Levi Strauss, paragraph 39).

33 Article 5 of the Directive confers on the trade mark proprietor exclusive rights entitling him, inter alia,
to prevent all third parties not having his consent from importing goods bearing the mark. Article 7(1)
contains an exception to that rule in that it provides that the trade mark proprietor's rights are exhausted
where goods have been put on the market in the EEA by the proprietor or with his consent (see Zino
Davidoff and Levi Strauss, paragraph 40).

34 It therefore appears that the extinction of the exclusive right results either from the consent of the
proprietor, given either expressly or impliedly, to goods being placed on the market within the EEA, or
from their being placed on the market by the proprietor himself. The consent of the proprietor or the
placing of goods on the market within the EEA by the proprietor, which are tantamount to renunciation of
his exclusive right, each constitute decisive factors in the extinction of that right (see, as regards consent,
Zino Davidoff and Levi Strauss, paragraph 41).

35 The referring court observes that, under German law, the exhaustion of the trade mark right constitutes
a plea in defence for a third party against whom the trade mark proprietor brings an action, so that the
conditions for such exhaustion must, as a rule, be proved by the third party who relies on it.

36 Such a rule of evidence is consistent with Community law and, in particular, with Articles 5 and 7 of
the Directive.

37 However, the requirements deriving from the protection of the free movement of goods enshrined, inter
alia, in Articles 28 EC and 30 EC may mean that that rule of evidence needs to be qualified.

38 This must be so where that rule would allow the proprietor of the trade mark to partition national
markets and thus assist the maintenance of price differences which may exist between Member States (see,
to that effect, inter alia, Case C-349/95 Loendersloot [1997] ECR I-6227, paragraph 23).

39 As the referring court observes, there is a real risk of partitioning of markets, for example, in situations
where, as in the main proceedings, the trade mark proprietor markets his products in the EEA using an
exclusive distribution system.

40 In such situations, if the third party were required to adduce evidence of the place where the goods
were first put on the market by the trade mark proprietor or with his consent, the trade mark proprietor
could obstruct the marketing of the goods purchased and prevent the third party from obtaining supplies in
future from a member of the exclusive distribution network of the proprietor in the EEA, in the event that
the third party was able to establish that he had obtained his supplies from that member.

41 Accordingly, where a third party against whom proceedings have been brought succeeds in establishing
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that there is a real risk of partitioning of national markets if he himself bears the burden of proving that
the goods were placed on the market in the EEA by the proprietor of the trade mark or with his consent,
it is for the proprietor of the trade mark to establish that the products were initially placed on the market
outside the EEA by him or with his consent. If such evidence is adduced, it is for the third party to
prove the consent of the trade mark proprietor to subsequent marketing of the products in the EEA (see
Zino Davidoff and Levi Strauss, paragraph 54).

42 The answer to the question referred should therefore be that a rule of evidence according to which
exhaustion of the trade mark right constitutes a plea in defence for a third party against whom the trade
mark proprietor brings an action, so that the conditions for such exhaustion must, as a rule, be proved by
the third party who relies on it, is consistent with Community law and, in particular, with Articles 5 and 7
of the Directive. However, the requirements deriving from the protection of the free movement of goods,
enshrined, inter alia, in Articles 28 EC and 30 EC may mean that this rule of evidence needs to be
qualified. Accordingly, where a third party succeeds in establishing that there is a real risk of partitioning
of national markets if he himself bears that burden of proof, particularly where the trade mark proprietor
markets his products in the EEA using an exclusive distribution system, it is for the proprietor of the trade
mark to establish that the products were initially placed on the market outside the EEA by him or with his
consent. If such evidence is adduced, it is for the third party to prove the consent of the trade mark
proprietor to subsequent marketing of the products in the EEA.

DOCNUM 62000J0244

AUTHOR Court of Justice of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2003 Page I-03051

DOC 2003/04/08

LODGED 2000/06/19

JURCIT 11997E028 : N 24 37 - 72
11997E030 : N 24 37 - 42
31989L0104-A05 : N 3
31989L0104-A05P1 : N 6
31989L0104-A07 : N 24
31989L0104-A07P1 : N 1 4 6 25 - 42
61995J0349 : N 38
61996J0355 : N 25
61998J0173 : N 26
61999J0414 : N 25 - 29 32 - 34 41

CONCERNS Interprets 31989L0104 -A07P1

© An extract from a JUSTIS database



62000J0244 European Court reports 2003 Page I-03051 8

Interprets 11997E028 -
Interprets 11997E030 -

SUB Free movement of goods ; Quantitative restrictions ; Measures having
equivalent effect ; Approximation of laws ; Industrial and commercial
property

AUTLANG German

OBSERV Federal Republic of Germany ; France ; Member States ; Commission ;
Institutions

NATIONA Federal Republic of Germany

NATCOUR *A9* Bundesgerichtshof, Vorlagebeschluß vom 11/05/2000 (I ZR 193/97) ; -
Der Betrieb 2000 p. VIII (résumé) ; - Gewerblicher Rechtsschutz und
Urheberrecht, internationaler Teil 2000 p.927-930 ; - Gewerblicher
Rechtsschutz und Urheberrecht 2000 p.879-882 ; - Juristenzeitung 2000 p.303*
(résumé) ; - Markenrecht 2000 p.266-2270 ; - Recht der internationalen

Wirtschaft 2000 p.790-793 ; - Wettbewerb in Recht und Praxis 2000
p.1280-1284 ; - Zeitschrift für Wirtschaftsrecht 2000 p.1268-1271 ; - The
European Legal Forum 2001 p.28-31 ; - European Current Law 2001 Part 2
no 53 (résumé) ; - The European Legal Forum 2001 p.29-31 ; - Lehment,
Cornelis: Wettbewerb in Recht und Praxis 2002 p.1215-1219 ; *P1*
Bundesgerichtshof, Urteil vom 23/10/2003 (I ZR 193/97 (Stüssy)) ; -
Europäische Zeitschrift für Wirtschaftsrecht 2004 p.160 (résumé) ; -
Gewerblicher Rechtsschutz und Urheberrecht 2004 p.156-158 ; -
Juristenzeitung 2004 p.231* (résumé) ; - Markenrecht 2004 p.69-72 ; -
NJW-Rechtsprechungs-Report Zivilrecht 2004 p.254-256 ; - Schöner, Markus:
Wettbewerb in Recht und Praxis 2004 p.430-435

NOTES Naumann, Alice: European Law Reporter 2003 p.213-216 ; Drijber,B.J.:
Ondernemingsrecht 2003 p.310-311 ; Müller, Tobias Malte: Gewerblicher
Rechtsschutz und Urheberrecht 2003 p.668-671 ; Geiger, Andreas: Europäische
Zeitschrift für Wirtschaftsrecht 2003 p.480 ; Pansch, Rüdiger: The European
Legal Forum 2003 p.141-148 (I) ; Pansch, Rüdiger: The European Legal
Forum 2003 p.140-147 (EN) ; Van Hezewijk, Jeroen K.: Intellectuele
eigendom &amp; Reclamerecht 2003 p.205-212 ; Pansch, Rüdiger: The
European legal forum 2003 p.141-149 (D) ; Speyart, H.M.H.: Nederlands
tijdschrift voor Europees recht 2003 p.240-242 ; Arnaud, Emmanuel: Recueil
Le Dalloz 2003 Jur. p.2358-2360 ; Reitböck, Georg: Ecolex 2003 p.700-702 ;
Ludding, R.: S.E.W. ; Sociaal-economische wetgeving 2003 p.357-359 ;
Gambaro, Edoardo ; Prete, Luca: Common Market Law Review 2003
p.1511-1529 ; Dyrberg, Peter: European Intellectual Property Review 2004
p.81-84 ; Gielen, Ch.: Ars aequi 2004 p.188-191 ; Bonet, Georges: Revue
trimestrielle de droit européen 2004 p.97-134

PROCEDU Reference for a preliminary ruling

ADVGEN Stix-Hackl

JUDGRAP Gulmann

DATES of document: 08/04/2003
of application: 19/06/2000

© An extract from a JUSTIS database



62000J0143 European Court reports 2002 Page I-03759 1

Judgment of the Court
of 23 April 2002

Boehringer Ingelheim KG, Boehringer Ingelheim Pharma KG, Glaxo Group Ltd, The Wellcome
Foundation Ltd, SmithKline Beecham plc, Beecham Group plc, SmithKline &amp; French

Laboratories Ltd and Eli Lilly and Co. v Swingward Ltd and Dowelhurst Ltd. Reference for a
preliminary ruling: High Court of Justice (England &amp; Wales), Chancery Division - United

Kingdom. Trade marks - Directive 89/104/EEC - Article 7(2) - Exhaustion of the rights conferred by
the trade mark - Pharmaceutical products - Parallel importation - Repackaging of the trade-marked

product. Case C-143/00.

Approximation of laws - Trade marks - Directive 89/104 - Parallel importation, after repackaging and
reaffixing of the trade mark, of pharmaceutical products into another Member State - Opposition by the
trade mark owner - Permissibility - Condition - No artificial partitioning of the markets between Member
States - Criteria of assessment - Prior notice to the trade mark owner - Scope of the duty

(Council Directive 89/104, Art. 7(2))

$$Article 7(2) of First Council Directive 89/104 relating to trade marks must be interpreted as meaning
that a trade mark proprietor may rely on its trade mark rights in order to prevent a parallel importer from
repackaging pharmaceutical products unless the exercise of those rights contributes to artificial partitioning
of the markets between Member States. Where a proprietor relies on its trade mark rights to prevent
repackaging where that is necessary for the pharmaceutical products concerned to be marketed in the
importing State, that contributes to such artificial partitioning.

Replacement packaging of pharmaceutical products, rather than simply sticking labels on those packages, is
objectively necessary if, without such repackaging, effective access to the market concerned, or to a
substantial part of that market, must be considered to be hindered as the result of strong resistance from a
significant proportion of consumers to relabelled pharmaceutical products.

A parallel importer must, in any event, in order to be entitled to repackage trade-marked pharmaceutical
products, fulfil the requirement of prior notice. If the parallel importer does not satisfy that requirement,
the trade mark proprietor may oppose the marketing of the repackaged pharmaceutical product. It is
incumbent on the parallel importer himself to give notice to the trade mark proprietor of the intended
repackaging. In the event of dispute, it is for the national court to assess, in the light of all the relevant
circumstances, whether the proprietor had a reasonable time to react to the intended repackaging.

(see paras 35, 45, 54, 68, operative part 1-3 )

In Case C-143/00,

REFERENCE to the Court under Article 234 EC by the High Court of Justice of England and Wales,
Chancery Division (United Kingdom), for a preliminary ruling in the proceedings pending before that court
between

Boehringer Ingelheim KG,

Boehringer Ingelheim Pharma KG

and

Swingward Ltd,

and between

Boehringer Ingelheim KG,
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Boehringer Ingelheim Pharma KG

and

Dowelhurst Ltd,

and between

Glaxo Group Ltd

and

Swingward Ltd,

and between

Boehringer Ingelheim KG,

Boehringer Ingelheim Pharma KG

and

Dowelhurst Ltd,

and between

Glaxo Group Ltd,

The Wellcome Foundation Ltd

and

Dowelhurst Ltd,

and between

SmithKline Beecham plc,

Beecham Group plc,

SmithKline &amp; French Laboratories Ltd

and

Dowelhurst Ltd

and between

Eli Lilly and Co.

and

Dowelhurst Ltd,

on the interpretation of Article 7(2) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended by
the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3), and of Articles 28
EC and 30 EC,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, P. Jann (President of Chamber), C. Gulmann
(Rapporteur), D.A.O. Edward, M. Wathelet, R. Schintgen, V. Skouris, J.N. Cunha Rodrigues and C.W.A.
Timmermans, Judges,

Advocate General: F.G. Jacobs,
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Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- Boehringer Ingelheim KG and Boehringer Ingelheim Pharma KG, by R. Subiotto, solicitor, and C.
Annacker, Rechtsanwältin,

- SmithKline Beecham plc, Beecham Group plc, SmithKline &amp; French Laboratories Ltd and Eli Lilly
and Co., by S. Thorley QC and M. Brealey, barrister,

- Glaxo Group Ltd, by M. Silverleaf QC and R. Hacon, barrister,

- Swingward Ltd and Dowelhurst Ltd, by N. Green and H. Carr QC,

- the German Government, by B. Muttelsee-Schön and A. Dittrich, acting as Agents,

- the Norwegian Government, by B. Ekeberg, acting as Agent,

- the Commission of the European Communities, by K. Banks, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Boehringer Ingelheim KG and Boehringer Ingelheim Pharma KG,
represented by R. Subiotto and C. Annacker, of SmithKline Beecham plc, Beecham Group plc, SmithKline
&amp; French Laboratories Ltd and Eli Lilly and Co., represented by S. Thorley and M. Brealey, of
Glaxo Group Ltd, represented by M. Silverleaf and R. Hacon, of Swingward Ltd and Dowelhurst Ltd,
represented by N. Green and H. Carr, of the German Government, represented by A. Dittrich, of the
Norwegian Government, represented by B. Ekeberg, and of the Commission, represented by K. Banks and
by S. Rating, acting as Agent, at the hearing on 3 April 2001,

after hearing the Opinion of the Advocate General at the sitting on 12 July 2001,

gives the following

Judgment

Costs

69 The costs incurred by the German and Norwegian Governments and by the Commission, which have
submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties to the
main proceedings, a step in the proceedings pending before the national court, the decision on costs is a
matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the High Court of Justice of England and Wales, Chancery
Division, by order of 7 March 2000, hereby rules:

1. Article 7(2) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks, as amended by the Agreement on the European Economic Area
of 2 May 1992, must be interpreted as meaning that a trade mark proprietor may rely on its trade mark
rights in order to prevent a parallel importer from repackaging pharmaceutical products unless the exercise
of those rights contributes to artificial partitioning of the markets between Member States.

2. Replacement packaging of pharmaceutical products is objectively necessary within the meaning of the
Court's case-law if, without such repackaging, effective access to the market concerned, or to a substantial
part of that market, must be considered to be hindered as the result of strong
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resistance from a significant proportion of consumers to relabelled pharmaceutical products.

3. A parallel importer must, in any event, in order to be entitled to repackage trade-marked pharmaceutical
products, fulfil the requirement of prior notice. If the parallel importer does not satisfy that requirement,
the trade mark proprietor may oppose the marketing of the repackaged pharmaceutical product. It is
incumbent on the parallel importer himself to give notice to the trade mark proprietor of the intended
repackaging. In the event of dispute, it is for the national court to assess, in the light of all the relevant
circumstances, whether the proprietor had a reasonable time to react to the intended repackaging.

1 By order of 7 March 2000, received at the Court on 17 April 2000, the High Court of Justice of
England and Wales, Chancery Division, referred to the Court for a preliminary ruling under Article 234
EC eight questions on the interpretation of Article 7(2) of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1), as amended by the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3;
the Directive), and of Articles 28 EC and 30 EC.

2 Those questions were raised in the context of proceedings between Boehringer Ingelheim KG and
Boehringer Ingelheim Pharma KG (together, Boehringer), Glaxo Group Ltd (Glaxo), SmithKline Beecham
plc, Beecham Group plc and SmithKline &amp; French Laboratories Ltd (together, SmithKline), The
Wellcome Foundation Ltd (Wellcome) and Eli Lilly and Co. (Eli Lilly) (the claimants), on the one hand,
and Swingward Ltd (Swingward) and Dowelhurst Ltd (Dowelhurst) (the defendants), on the other,
concerning the marketing of pharmaceutical products manufactured by Boehringer, Glaxo, SmithKline,
Wellcome and Eli Lilly, which were the subject of parallel importation into the United Kingdom by
Swingward and Dowelhurst.

Community law

3 Under Article 28 EC, quantitative restrictions on imports and measures having equivalent effect are to be
prohibited between Member States. Article 30 EC, however, authorises prohibitions and restrictions on
imports between Member States which are justified on grounds of the protection of industrial and
commercial property, on condition that they do not constitute a means of arbitrary discrimination or a
disguised restriction on intra-Community trade.

4 Article 7 of Directive 89/104, entitled Exhaustion of the rights conferred by a trade mark, provides:

1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.

5 In accordance with Article 65(2) of the Agreement on the European Economic Area, in conjunction with
Annex XVII, point 4, thereto, Article 7(1) of Directive 89/104 has been amended for the purposes of that
agreement, the expression in the Community having been replaced by in a Contracting Party.

The main proceedings and the questions referred for preliminary ruling

6 Each of the pharmaceutical products concerned by the main proceedings has been marketed under a
trade mark by one of the claimants within the Community, where it was purchased by one of the
defendants and imported into the United Kingdom. For the latter purpose, the defendants have to
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some extent altered the packaging of the products and the instruction leaflets going with them.

7 The manner in which the different products concerned have been repackaged varies. In some cases, a
label setting out certain critical information, such as the name of the parallel importer and its parallel
import licence number, has been attached to the original package. On such packages, wording in languages
other than English therefore remains visible and the trade mark is not covered up. In other cases, the
product has been repackaged in boxes designed by the parallel importer on which the trade mark is
reproduced. Finally, in some cases, the product has been repackaged in boxes designed by the parallel
importer which do not bear the trade mark. Instead the generic name of the product is marked on the box.
Inside this box, the inner packaging bears the original trade mark but is over-stickered with a label which
indicates the generic name of the product as well as the identity of the manufacturer and of the parallel
import licence holder. In all these cases of repackaging, the boxes contain an information leaflet for the
patient written in English which bears the trade mark.

8 Boehringer, Glaxo, SmithKline, Wellcome and Eli Lilly object to these changes in packaging and claim
that they are not necessary to enable the products concerned to be put on the market in the United
Kingdom. According to them, it follows from the case-law of the Court that the parallel importers are not
entitled to make such changes. The claimants have therefore brought proceedings before the national court
for trade mark infringement.

9 Since it took the view that the resolution of the disputes in the main proceedings was dependent on the
interpretation of Community law, the High Court of Justice of England and Wales, Chancery Division,
decided to stay proceedings and to refer the following eight questions to the Court for a preliminary
ruling:

1. Can a proprietor of a trade mark use his trade mark rights to stop or hinder the import of his own
goods from one Member State into another or to hinder their subsequent marketing or promotion when the
importation, marketing or promotion causes no, or no substantial, harm to the specific subject-matter of his
rights?

2. Is the answer to the previous question different if the ground relied on by the proprietor is that the
importer or subsequent dealer is using his mark in a way which, although not prejudicial to its specific
subject-matter, is not necessary?

3. If an importer of the proprietor's goods or a dealer in such imported goods needs to show that his use
of the proprietor's mark is "necessary", is that requirement met if it is shown that the use of the mark is
reasonably required to enable him to access (a) part only of the market in the goods, or (b) the whole of
the market in the goods; or does it require that the use of the mark was essential to enabling the goods to
be placed on the market and if none of these, what does "necessary" mean?

4. If the proprietor of a mark is, prima facie, entitled to enforce his national trade mark rights against any
use of his mark on, or in relation to, goods which is not necessary, is it abusive conduct and a disguised
restriction on trade, in accordance with the second sentence of Article 30 [EC], to use that entitlement in
order to hinder or exclude parallel imports of his own goods which do not threaten the specific
subject-matter or essential function of the trade mark?

5. Where an importer or someone dealing in imported goods intends to use the proprietor's trade mark on,
or in relation to, those goods and such use does and will not prejudice the specific subject-matter of the
mark, must he nevertheless give the proprietor advance notice of his intended use of the mark?

6. If the answer to the previous question is in the affirmative, does that mean that failure of
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the importer or dealer to give such notice has the effect of entitling the proprietor to restrain or hinder the
importation or further commercialisation of those goods even though such importation or further
commercialisation will not prejudice the specific subject-matter of the mark?

7. If an importer or someone dealing in imported goods must give prior notice to the proprietor in respect
of uses of the trade mark which do not prejudice the specific subject-matter of the mark,

(a) does that requirement apply to all such cases of the trade mark, including in advertising, re-labelling
and repackaging or, if only some uses, which?

(b) must the importer or dealer give notice to the proprietor or is it sufficient that the proprietor receives
such notice?

(c) how much notice must be given?

8. Is a national court of a Member State entitled, at the suit of the proprietor of trade mark rights, to
order injunctions, damages, delivery-up and other relief in respect of imported goods or the packaging or
advertisements therefor where the making of such an order (a) stops or impedes the free movement of
goods placed upon the market within the EC by the proprietor or with his consent but (b) is not for the
purpose of preventing harm to the specific subject-matter of the rights and does not help to prevent such
harm?

Preliminary observations

10 By its questions, the national court seeks to obtain clarification on a number of aspects of the Court's
case-law relating to the repackaging of trade-marked pharmaceutical products by parallel importers without
authorisation from the trade mark proprietor.

11 Accordingly, the essential elements of that case-law must be recalled.

12 First of all, it is clear from the Court's case-law, in particular from Case 102/77 Hoffmann-La Roche
[1978] ECR 1139, paragraphs 6 and 7, that:

- Article 30 EC allows derogations from the fundamental principle of the free movement of goods between
Member States only to the extent to which such derogations are justified in order to safeguard the rights
which constitute the specific subject-matter of the industrial property concerned;

- in that context, account must be taken of the essential function of the trade mark, which is to guarantee
to the consumer or end user the identity of the trade-marked product's origin by enabling him to
distinguish it without any risk of confusion from products of different origin;

- that guarantee of origin means that the consumer or end user can be certain that a trade-marked product
offered to him has not been subject at a previous stage of marketing to interference by a third party,
without the authorisation of the trade mark proprietor, in such a way as to affect the original condition of
the product.

13 The right attributed to a trade mark proprietor of preventing any use of the trade mark which is likely
to impair the guarantee of origin so understood is therefore part of the specific subject-matter of the trade
mark rights. It is therefore justifiable under the first sentence of Article 30 EC to recognise that the
proprietor of a trade mark is entitled to prevent an importer of a trade-marked product, following
repackaging of that product, from affixing the trade mark to the new packaging without the authorisation
of the proprietor (Hoffmann-La Roche, paragraphs 7 and 8).

14 It is clear from paragraph 14 of Hoffmann-La Roche that the proprietor of a trade mark right which is
protected in two Member States at the same time is justified, for the purposes of the first sentence of
Article 30 EC, in preventing a product to which the trade mark has lawfully been applied in one of those
States from being put on the market in the other Member State after
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it has been repacked in new packaging to which the trade mark has been affixed by a third party. That
paragraph also states, however, that such prevention of marketing will constitute a disguised restriction on
trade between Member States, within the meaning of the second sentence of Article 30 EC, where:

- it is established that the use of the trade mark right by the proprietor, having regard to the marketing
system which he has adopted, will contribute to the artificial partitioning of the markets between Member
States;

- it is shown that the repackaging cannot adversely affect the original condition of the product;

- the proprietor of the mark receives prior notice of the marketing of the repackaged product; and

- it is stated on the new packaging by whom the product has been repackaged.

15 Next, in cases subsequent to Hoffmann-La Roche, in particular in Joined Cases C-427/93, C-429/93 and
C-436/93 Bristol-Myers Squibb and Others [1996] ECR I-3457 and Case C-379/97 Upjohn [1999] ECR
I-6927, the Court clarified what may constitute artificial partitioning of the markets between Member
States. In certain circumstances, where repackaging is necessary to allow the product imported in parallel
to be marketed in the importing State, opposition of the trade mark proprietor to the repackaging of
pharmaceutical products is to be regarded as constituting artificial partitioning of markets.

16 In that case-law, the Court also elaborated on and clarified the other requirements which the parallel
importer must meet in order to be able to repackage trade-marked pharmaceutical products. It stated, in
particular, that the presentation of the repackaged product must not be such as to damage the reputation of
the trade mark.

17 Finally, it should be remembered that, before Directive 89/104 was adopted, the Court's case-law on
those issues had been developed on the basis of the provisions of the EEC Treaty relating to
intra-Community trade. Following adoption of that directive, Article 7 of which comprehensively regulates
the question of the exhaustion of trade mark rights for products traded in the Community, the Court held
that national rules on the subject had to be assessed in the light of that article (see Bristol-Myers Squibb
and Others, paragraph 26).

18 However, Article 7 of the Directive, like Article 30 EC, is intended specifically to reconcile the
fundamental interest in protecting trade mark rights with the fundamental interest in free movement of
goods between Member States, so that those two provisions, which pursue the same result, must be
interpreted in the same way. The Court's case-law under Article 36 of the EEC Treaty (subsequently
Article 36 of the EC Treaty and now, after amendment, Article 30 EC) must therefore be taken as the
basis for determining whether, under Article 7(2) of the Directive, a trade mark proprietor may oppose the
marketing of repackaged products to which the trade mark has been reaffixed (see Bristol-Myers Squibb
and Others, paragraphs 40 and 41).

The specific subject-matter of the trade mark

19 By its first, second, fourth and eighth questions, the national court seeks to obtain clarification of the
concept of the specific subject-matter of the trade mark, as used in the Court's case-law, in order to
determine the circumstances in which a trade mark proprietor may rely on its trade mark rights in order to
prevent a parallel importer from repackaging pharmaceutical products.

20 The national court seeks to ascertain, in particular, whether it is possible to take the view, as some
courts in other Member States have done, that repackaging is prejudicial to the specific subject-matter of
the trade mark for the purposes of the Court's case-law, so that the trade mark proprietor may oppose
repackaging as a matter of principle even if, in reality, that repackaging does not constitute a threat to its
proprietary interests. According to the national court, the repackaging in question in the present case
concerns authentic goods marketed with the proprietor's
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consent and does not harm the original condition of the products, their reputation or the essential functions
of the mark. The court raises the question whether, in circumstances where the mark is not used in such a
way as to deceive consumers as to the origin and quality of the goods, such repackaging must be
permitted even if it is not established that repackaging is necessary in order to allow the parallel importer
effective access to the market.

Observations submitted to the Court

21 Boehringer submits that a trade mark proprietor may always legitimately oppose the further marketing
of a pharmaceutical product where the parallel importer has repackaged the product and used the trade
mark on, or in relation to, the product or interfered with the trade mark proprietor's rights in any other
way, unless this interference is essential in the circumstances prevailing at the time of marketing in the
Member State of importation in order for the product to be marketed in that State by the importer and
such interference causes as little harm as possible to the trade mark proprietor's rights.

22 Glaxo submits that the repackaging of a trade mark proprietor's products without its consent is an
interference with the specific subject-matter of the trade mark. Such conduct in itself would attract a
sanction pursuant to an action for infringement of the trade mark, subject only to the four conditions laid
down in the Court's case-law and set out in paragraph 14 above. There is no further requirement of proof
that the repackaging is damaging or prejudicial to the specific subject-matter of the trade mark.

23 SmithKline claims that, according to the order for reference, the onus is on the trade mark proprietor to
demonstrate some additional harm in order to prevent the parallel importation of goods bearing that trade
mark. It submits that that approach is wrong having regard to the Court's case-law on the subject.

24 Swingward and Dowelhurst submit that it is clear from the case-law of the Court that trade mark rights
can be relied on only where there is specific and material harm to the specific subject-matter of the trade
mark.

25 The German Government submits that it is clear from the Court's case-law that to repackage or relabel
goods can adversely affect the trade mark proprietor's rights, including those constituting the specific
subject-matter of the mark, and that there is no reason to depart from that settled case-law.

26 The Norwegian Government submits that the wording of Article 30 EC presupposes that restrictions on
imports are justified only if industrial or commercial property is jeopardised. It cannot be deduced from
the Court's case-law that a trade mark proprietor may oppose the importation of repackaged products
which do not adversely affect the original condition of the product or damage the reputation of the trade
mark and its proprietor.

27 The Commission submits that the essential question is whether the requirement of necessity has to be
combined with the conditions relating to protection of the specific subject-matter of a trade mark.
Bristol-Myers Squibb and Others is not entirely without ambiguity in that regard. However, if the Court
had wished to alter the nature of the list of conditions laid down in Hoffmann-La Roche by making some
of them alternatives, it could perfectly well have done so. The Commission thus considers the requirement
of necessity to be additional to the criteria concerning protection of the specific subject-matter of a trade
mark.

Findings of the Court

28 Although it is possible to derogate from the fundamental principle of free movement of goods where
the proprietor of a mark relies on the mark to oppose the repackaging of pharmaceutical products
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imported in parallel, that is only to the extent necessary to enable the proprietor to safeguard rights which
form part of the specific subject-matter of the mark, as understood in the light of its essential function.

29 It is not in dispute that the specific subject-matter of a mark is to guarantee the origin of the product
bearing that mark and that repackaging of that product by a third party without the authorisation of the
proprietor is likely to create real risks for that guarantee of origin.

30 Thus, in paragraphs 7 and 8 of Hoffmann-La Roche, the Court considered that the proprietor's right to
oppose the repackaging of pharmaceutical products bearing its mark is, having regard to that risk to the
guarantee of origin, related to the specific subject-matter of the mark. According to that case-law, it is the
repackaging of the trade-marked pharmaceutical products in itself which is prejudicial to the specific
subject-matter of the mark, and it is not necessary in that context to assess the actual effects of the
repackaging by the parallel importer.

31 However, it is clear from paragraph 9 of Hoffmann-La Roche that the derogation from free movement
of goods which is the consequence of the trade mark proprietor's opposition to repackaging cannot be
accepted if the proprietor's exercise of that right constitutes a disguised restriction on trade between
Member States within the meaning of the second sentence of Article 30 EC.

32 A disguised restriction within the meaning of that provision will exist where the exercise by a trade
mark proprietor of its right to oppose repackaging contributes to artificial partitioning of the markets
between Member States and where, in addition, the repackaging is done in such a way that the legitimate
interests of the proprietor are respected. This means, in particular, that the repackaging must not adversely
affect the original condition of the product and must not be such as to harm the reputation of the mark.

33 As was recalled in paragraph 15 above, the Court has found that a trade mark proprietor's opposition to
repackaging of pharmaceutical products must be regarded as contributing to artificial partitioning of the
markets between Member States where the repackaging is necessary in order to enable the product
imported in parallel to be marketed in the importing State.

34 Thus it is clear from settled case-law that the change brought about by any repackaging of a
trade-marked pharmaceutical product - creating by its very nature the risk of interference with the original
condition of the product - may be prohibited by the trade mark proprietor unless the repackaging is
necessary in order to enable the marketing of the products imported in parallel and the legitimate interests
of the proprietor are also safeguarded (see, to that effect, Bristol-Myers Squibb and Others, paragraph 57).

35 The answer to the first, second, fourth and eighth questions must therefore be that Article 7(2) of the
Directive must be interpreted as meaning that a trade mark proprietor may rely on its trade mark rights in
order to prevent a parallel importer from repackaging pharmaceutical products unless the exercise of those
rights contributes to artificial partitioning of the markets between Member States.

The need for repackaging

36 By its third question, the national court asks the Court in what circumstances repackaging by a parallel
importer in order to market pharmaceutical products in the importing State may be considered to be
necessary for the purposes of the Court's case-law. It seeks more specifically to ascertain whether
repackaging may be considered necessary on the sole ground that, without it, the commercial success of
the product would be adversely affected on the market of the importing State because a significant
proportion of the consumers in that State mistrust pharmaceutical products which are manifestly intended
for the market of another State.
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37 The national court considers that repackaging should be regarded as necessary where it enables a real
or potential impediment to the marketing of the products to be overcome. That issue is important since the
claimants contend that repackaging by parallel importers, which consists in replacing the packaging of the
products, is not necessary because marketing would still be possible simply by relabelling the products.
According to the national court, there is real market resistance to relabelling and replacement of packaging
is necessary to overcome that resistance.

Observations submitted to the Court

38 Boehringer submits that interference with the proprietor's trade mark rights is necessary only where,
without such interference, the rules or practices in force in the importing State prevent the importer from
selling the product in that State. The trade mark proprietor may therefore legitimately oppose repackaging
dictated by consumer preference in that State for a particular presentation of the product, so long as the
rules and practices of the importing State allow it to be marketed without such interference.

39 Glaxo submits that the Court intended to draw a distinction between changes to packaging which are
required to enable the goods to reach the market and changes which serve to maximise the acceptability of
those goods on the market. It places in the second category changes whose purpose is to enable parallel
importers to charge higher prices, to make the products more attractive to consumers or to increase sales.
In so far as it is not established that the repackaging is necessary for the product to be sold in the
importing Member State, the proprietor's opposition does not constitute artificial partitioning of the market.
The principle of free movement of goods is observed so long as the importer can repackage the product
where that is necessary in order to reach the market.

40 SmithKline submits that necessary repackaging must be understood as meaning that without which the
product could not be placed on the market. To overcome the reluctance of consumers to accept
over-stickered products is not a legitimate reason for repackaging.

41 Swingward and Dowelhurst identify only one case where repackaging cannot be regarded as necessary,
namely where it is explicable solely by the parallel importer's attempts to secure a commercial advantage
in the sense of Upjohn, that is, an unfair or abusive commercial advantage.

42 The German Government submits that the Court has clearly indicated the circumstances in which
repackaging of trade-marked pharmaceutical products is permissible, by reference to the concept of
necessity. Mere economic advantages, such as increasing sales, are not sufficient for repackaging to be
deemed necessary. Accordingly, there is, for example, no objective need to repackage the product where
relabelling or the use of foreign packaging is regarded less favourably. However, if the characteristics of
the market make it very significantly harder to sell a product which has not been repackaged, then
repackaging is to be regarded as necessary.

43 The Norwegian Government submits that no requirement of necessity can be deduced from the Court's
case-law. If, however, such a requirement were to exist, it should be considered to be satisfied if the
parallel importer finds repackaging necessary in order to sell the product.

44 The Commission considers that consumer resistance does not give rise to necessity within the meaning
of the Court's case-law unless it is of a kind which cannot be overcome by lower prices and greater
information.

Findings of the Court

45 According to the Court's case-law, where a trade mark proprietor relies on its trade mark rights to
prevent a parallel importer from repackaging where that is necessary for the pharmaceutical products
concerned to be marketed in the importing State, that contributes to artificial partitioning of the markets
between Member States, contrary to Community law.
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46 The Court has found in that respect that it is necessary to take account of the circumstances prevailing
at the time of marketing in the importing Member State which make repackaging objectively necessary in
order that the pharmaceutical product can be placed on the market in that State by the parallel importer.
The trade mark proprietor's opposition to the repackaging is not justified if it hinders effective access of
the imported product to the market of that State (see, to that effect, Upjohn, paragraph 43).

47 Such an impediment exists, for example, where pharmaceutical products purchased by the parallel
importer cannot be placed on the market in the Member State of importation in their original packaging by
reason of national rules or practices relating to packaging, or where sickness insurance rules make
reimbursement of medical expenses depend on a certain packaging or where well-established medical
prescription practices are based, inter alia, on standard sizes recommended by professional groups and
sickness insurance institutions. In that regard, it is sufficient for there to be an impediment in respect of
one type of packaging used by the trade mark proprietor in the Member State of importation (see
Bristol-Myers Squibb and Others, paragraphs 53 and 54).

48 In contrast, the trade mark proprietor may oppose the repackaging if it is based solely on the parallel
importer's attempt to secure a commercial advantage (see, to that effect, Upjohn, paragraph 44).

49 In that context, it has also been held that the trade mark proprietor may oppose replacement packaging
where the parallel importer is able to reuse the original packaging for the purpose of marketing in the
Member State of importation by affixing labels to that packaging (see Bristol-Myers Squibb and Others,
paragraph 55).

50 Thus, while the trade mark proprietor may oppose the parallel importer's use of replacement packaging,
that is conditional on the relabelled pharmaceutical product being able to have effective access to the
market concerned.

51 Resistance to relabelled pharmaceutical products does not always constitute an impediment to effective
market access such as to make replacement packaging necessary, within the meaning of the Court's
case-law.

52 However, there may exist on a market, or on a substantial part of it, such strong resistance from a
significant proportion of consumers to relabelled pharmaceutical products that there must be held to be a
hindrance to effective market access. In those circumstances, repackaging of the pharmaceutical products
would not be explicable solely by the attempt to secure a commercial advantage. The purpose would be to
achieve effective market access.

53 It is for the national court to determine whether that is the case.

54 The answer to the third question must therefore be that replacement packaging of pharmaceutical
products is objectively necessary within the meaning of the Court's case-law if, without such repackaging,
effective access to the market concerned, or to a substantial part of that market, must be considered to be
hindered as the result of strong resistance from a significant proportion of consumers to relabelled
pharmaceutical products.

Advance notice to the trade mark proprietor

55 By its fifth to seventh questions, the national court seeks to obtain clarification of the requirement that
the parallel importer must give advance notice to the trade mark proprietor that the repackaged product is
to be put on sale. It seeks in particular to ascertain whether, as long as the intended repackaging does not
in the particular case prejudice the specific subject-matter of the mark, notice is nevertheless necessary;
whether the importer himself must give notice or it is sufficient that the proprietor receive such notice
from another source; the length of notice to be given; and the
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consequence of failure to give notice.

Observations submitted to the Court

56 Boehringer submits that there is no valid reason to reconsider the requirement of notice identified by
the Court. That requirement does not impose an unreasonable burden on the parallel importer, does not
impede free movement of goods, does not delay marketing of the imported products and does not render
their marketing appreciably more difficult. Since that requirement is not dependent on a use of the mark
interfering with its specific subject-matter, the proprietor can oppose any use of its mark by a parallel
importer unless the importer has given it notice.

57 According to Glaxo, the requirement of notice is not onerous and it is reasonable. It should be
enforced in accordance with the principles which were identified in Hoffmann-La Roche and have been
consistently applied by the Court. The parallel importer itself should give notice to the proprietor prior to
marketing, allowing a reasonable time for objections to be taken into account. The parallel importer should
be penalised for failure to give notice, since otherwise there is simply no incentive for him to comply with
that requirement. Advance notice of 28 days would be reasonable.

58 Swingward and Dowelhurst submit that it follows from the Court's case-law that the requirement that
an importer give notice to the proprietor is a procedural requirement designed to place the proprietor in a
position to safeguard its rights. Where there is no harm to the specific subject-matter of the trade mark,
failure to give notice is not at all prejudicial to the proprietor. Accordingly, it would not be consistent
with the principle of proportionality for failure to give notice to transform a legitimate use of the trade
mark into an infringement of the trade mark rights. Swingward and Dowelhurst consider a period of two
days before the repackaged product is placed on the market to be reasonable. They further submit that the
obligation of notice is fulfilled so long as the proprietor receives notice, whether it was sent by the
importer or a third party. Since the United Kingdom authorities responsible for controlling pharmaceutical
products notify the proprietor when they issue a parallel import licence, the proprietor is adequately
informed about intended parallel imports.

59 The German Government submits that if a trade mark proprietor has not received adequate information
about the type of repackaging intended before the repackaged goods are placed on the market, in sufficient
time for it to be able to check that the requirements for repackaging laid down by the Court are satisfied,
it is justified in preventing the importer from relying on exhaustion of the trade mark rights. Notice should
be given by the parallel importer.

60 The Commission submits that it follows from the Court's case-law that a trade mark proprietor may
oppose marketing by a parallel importer where it has not been given prior notice of the use of its mark.
The notice period should allow the proprietor a reasonable opportunity to carry out the necessary
examination and to determine whether it should raise an objection. The period will be longer if the parallel
importer chooses to notify without simultaneously sending a sample. In this case, an additional period must
enable the proprietor to request, and receive, a sample.

Findings of the Court

61 According to the Court's case-law, a parallel importer which repackages a trade-marked pharmaceutical
product must give prior notice to the trade mark proprietor that the repackaged product is being put on
sale (see Hoffmann-La Roche, paragraph 12). At the request of the trade mark proprietor, the importer
must also supply it with a sample of the repackaged product before it goes on sale. That requirement
enables the proprietor to check that the repackaging is not carried out in such a way as directly or
indirectly to affect the original condition of the product and that the presentation after repackaging is not
such as to damage the reputation of the trade mark. It also affords the
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trade mark proprietor a better possibility of protecting himself against counterfeiting (see Bristol-Myers
Squibb and Others, paragraph 78).

62 The purpose of the requirements set out in the preceding paragraph is to safeguard the legitimate
interests of trade mark proprietors. As the claimants point out, satisfying those requirements scarcely poses
any real practical problems for parallel importers provided that the proprietors react within a reasonable
time to the notice. Adequate functioning of the notice system presupposes that the interested parties make
sincere efforts to respect each other's legitimate interests.

63 As regards the requests for clarification from the national court as to those requirements, first, it
follows from the reply to the first, second, fourth and eighth questions that a parallel importer must, in
any event, in order to be entitled to repackage trade-marked pharmaceutical products, fulfil the requirement
of prior notice. If the parallel importer does not satisfy that requirement, the trade mark proprietor may
oppose the marketing of the repackaged pharmaceutical product.

64 Second, it is incumbent on the parallel importer itself to give notice to the trade mark proprietor of the
intended repackaging. It is not sufficient that the proprietor be notified by other sources, such as the
authority which issues a parallel import licence to the importer.

65 Third, the Court has not yet ruled on the period of notice to be given to the proprietor to react to the
intended repackaging of the pharmaceutical product bearing its mark.

66 In that regard, it is self-evident that while, having regard to the purpose of notice to the trade mark
proprietor, it is appropriate to allow a reasonable time for it to react to the intended repackaging,
consideration must also be given to the parallel importer's interest in proceeding to market the
pharmaceutical product as soon as possible after obtaining the necessary licence from the competent
authority.

67 In the event of dispute, it is for the national court to assess, in the light of all the relevant
circumstances, whether the trade mark proprietor had a reasonable time to react to the intended
repackaging. On the basis of the evidence before the Court, a period of 15 working days seems likely to
constitute such a reasonable time where the parallel importer has chosen to give notice to the trade mark
proprietor by supplying it simultaneously with a sample of the repackaged pharmaceutical product. That
period being purely indicative, it remains open to the parallel importer to allow a shorter time and to the
proprietor to ask for a longer time to react than that allowed by the parallel importer.

68 In the light of the foregoing, the answer to the fifth to seventh questions must be that a parallel
importer must, in any event, in order to be entitled to repackage trade-marked pharmaceutical products,
fulfil the requirement of prior notice. If the parallel importer does not satisfy that requirement, the trade
mark proprietor may oppose the marketing of the repackaged pharmaceutical product. It is incumbent on
the parallel importer himself to give notice to the trade mark proprietor of the intended repackaging. In the
event of dispute, it is for the national court to assess, in the light of all the relevant circumstances,
whether the proprietor had a reasonable time to react to the intended repackaging.
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Judgment of the Court
of 14 May 2002

Michael Hölterhoff v Ulrich Freiesleben. Reference for a preliminary ruling: Oberlandesgericht
Düsseldorf - Germany. Approximation of laws - Trade marks - Directive 89/104/EEC - Article 5(1) -

Scope of the proprietor's exclusive right to the trade mark - Third party - Use of the trade mark
for descriptive purposes. Case C-2/00.

Approximation of laws - Trade marks - Directive 89/104 - Right for the owner of a registered trade mark
to contest its use by a third party - Use for descriptive purposes and excluding an indication of the origin
of the goods - No right of opposition

(Council Directive 89/104, Art. 5(1))

$$Article 5(1) of First Council Directive 89/104 on trade marks is to be interpreted as meaning that the
proprietor of a trade mark cannot rely on his exclusive right where a third party, in the course of
commercial negotiations, reveals that goods are produced by him and use the trade mark in question solely
to denote the particular characteristics of the goods he is offering for sale so that there can be no question
of the trade mark used being interpreted as referring to the undertaking of origin of the goods.

In a situation, the use of the trade mark does not infringe any of the interests which Article 5(1) is
intended to protect.

(see paras 16-17, operative part )

In Case C-2/00,

REFERENCE to the Court under Article 234 EC by the Oberlandesgericht Düsseldorf (Germany) for a
preliminary ruling in the proceedings pending before that court between

Michael Hölterhoff

and

Ulrich Freiesleben,

on the interpretation of Article 5(1)(a) and (b) of First Council Directive 89/104/EEC of 21 December
1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: P. Jann, President of the Fifth Chamber, acting for the President, F. Macken, N. Colneric
and S. von Bahr (Presidents of Chambers), C. Gulmann (Rapporteur), A. La Pergola, J.-P. Puissochet, M.
Wathelet and V. Skouris, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Mr Hölterhoff, by M. Samer, Rechtsanwalt,

- Mr Freiesleben, by E. Keller, Rechtsanwalt,

- the French Government, by R. Abraham and A. Maitrepierre, acting as Agents,

- the United Kingdom Government, by G. Amodeo, acting as Agent, with D. Alexander, Barrister,

- the Commission of the European Communities, by K. Banks, acting as Agent, with I. Brinker
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and W. Berg, avocats,

having regard to the Report for the Hearing,

after hearing the oral observations of Mr Freiesleben, of the French Government and of the Commission at
the hearing on 12 June 2001,

after hearing the Opinion of the Advocate General at the sitting on 20 September 2001,

gives the following

Judgment

1 By order of 23 December 1999, received at the Court on 5 January 2000, the Oberlandesgericht
Düsseldorf (Higher Regional Court, Düsseldorf) referred to the Court for a preliminary ruling under Article
234 EC a question on the interpretation of Article 5(1)(a) and (b) of First Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L
40, p. 1, hereinafter the directive).

2 That question was raised in proceedings between Mr Freiesleben, the proprietor of two registered trade
marks, and Mr Hölterhoff concerning the latter's use of those trade marks for descriptive purposes in the
course of trade.

Legal framework

Community legislation

3 Article 5(1) of the directive provides:

The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

German legislation

4 The directive was transposed into domestic law in Germany by the Gesetz über den Schutz von Marken
und sonstigen Kennzeichen (Law on the protection of trade marks and other distinctive signs) of 25
October 1994 (BGBl. 1994 I, p. 3082, the German trade marks law). Paragraph 14(2) of that law sets out,
in almost identical terms, the provisions of Article 5(1)(a) and (b) of the directive.

Main proceedings and question referred to the Court

5 Mr Freiesleben is the proprietor of two trade marks, Spirit Sun and Context Cut, registered in Germany
and covering, respectively, diamonds for further processing as jewellery and precious stones for further
processing as jewellery.

6 Both types of products marketed under those trade marks are distinguished by particular cuts. The Spirit
Sun trade mark is used for a round cut with facets radiating from the centre and the Context Cut trade
mark is used for a square cut with a tapering diagonal cross.

7 Mr Hölterhoff deals in precious stones of all kinds, which he cuts himself or which he purchases
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from other dealers. He markets both stones which he has produced himself and products acquired from
third parties.

8 On 3 July 1997, in the course of commercial negotiations, he offered for sale to a goldsmith/jeweller
some semi-precious and ornamental stones which he described by the names Spirit Sun and Context Cut.
The goldsmith/jeweller ordered two garnet stones in the Spirit Sun cut from Mr Hölterhoff. There is no
reference on the delivery note or the sales invoice to the trademarks Spirit Sun and Context Cut; the
goods are described as rhodolites.

9 Following that sale, Mr Freiesleben brought an action against Mr Hölterhoff before the Landgericht
Düsseldorf (Regional Court, Düsseldorf) (Germany) on the basis of Paragraph 14 of the German trade
mark law, claiming that there had been an infringement of his registered trade marks. By judgment of 19
August 1998, that court granted the application. Mr Hölterhoff appealed against that judgment to the
Oberlandesgericht Düsseldorf; Mr Freiesleben contended that the appeal should be dismissed.

10 The national court considers that it is established that, in the course of the commercial negotiations of
3 July 1997, Mr Hölterhoff used the descriptions Spirit Sun and Context Cut solely in order to describe
the qualities and, more specifically, the type of cut of the precious stones offered for sale and that,
accordingly, such a description was not intended to suggest that the stones originated in Mr Freiesleben's
firm.

11 The Oberlandesgericht Düsseldorf considered that the outcome of the case depended on the
interpretation of Article 5(1) of the directive and decided to stay the proceedings and to refer the
following question to the Court for a preliminary ruling:

Does an infringement of a trade mark in the sense contemplated in Article 5(1)(a) and (b) of Directive
89/104/EEC occur where the defendant reveals the origin of goods which he has produced himself and
uses the sign in respect of which the plaintiff enjoys protection solely to denote the particular
characteristics of the goods he is offering for sale so that there can be no question of the trade mark used
being perceived in trade as a sign indicative of the firm of origin?

12 The question for interpretation referred to the Court relates to Article 5(1) of the directive, which
allows the proprietor of a trade mark to prevent all third parties from using, in the course of trade, any
sign which is identical with the trade mark in relation to goods which are identical to those for which the
trade mark is registered (Article 5(1)(a)) and any sign where, because of its identity with, or similarity to,
the trade mark and the identity or similarity of the goods in question, there exists a likelihood of
confusion on the part of the public (Article 5(1)(b)).

13 The question seeks in substance to ascertain whether, pursuant to Article 5(1) of the directive, the
proprietor of the trade mark may prevent a third party from using the trade mark in a factual situation
such as that which the national court describes in detail.

14 It is common ground that, in such a situation, the use of the trade mark is a use in the course of trade
in relation to products identical with or similar to those for which the trade mark was registered.

15 Consequently, the question for the Court is whether a use of the trade mark such as that at issue in the
main proceedings constitutes one of the uses which, according to Article 5(1) of the directive, infringe the
exclusive right of the proprietor of the trade mark.

16 In that regard, it is sufficient to state that, in a situation such as that described by the national court,
the use of the trade mark does not infringe any of the interests which Article 5(1) is intended to protect.
Those interests are not affected by a situation in which:

- the third party refers to the trade mark in the course of commercial negotiations with a potential
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customer, who is a professional jeweller,

- the reference is made for purely descriptive purposes, namely in order to reveal the characteristics of the
product offered for sale to the potential customer, who is familiar with the characteristics of the products
covered by the trade mark concerned,

- the reference to the trade mark cannot be interpreted by the potential customer as indicating the origin of
the product.

17 In those circumstances, without its being necessary, in the present case, to discuss further what
constitutes the use of a trade mark within the meaning of Article 5(1)(a) and (b) of the directive, the
answer to the question referred to the Court must be that Article 5(1) of the directive is to be interpreted
as meaning that the proprietor of a trade mark cannot rely on his exclusive right where a third party, in
the course of commercial negotiations, reveals the origin of goods which he has produced himself and uses
the sign in question solely to denote the particular characteristics of the goods he is offering for sale so
that there can be no question of the trade mark used being perceived as a sign indicative of the
undertaking of origin.

Costs

18 The costs incurred by the French and United Kingdom Governments and by the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending before the national court, the decision on costs is a
matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Oberlandesgericht Düsseldorf by order of 23 December
1999, hereby rules:

Article 5(1) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks is to be interpreted as meaning that the proprietor of a trade mark
cannot rely on his exclusive right where a third party, in the course of commercial negotiations, reveals
the origin of goods which he has produced himself and uses the sign in question solely to denote the
particular characteristics of the goods he is offering for sale so that there can be no question of the trade
mark used being perceived as a sign indicative of the undertaking of origin.
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Judgment of the Court
of 4 October 2001

Merz & Krell GmbH & Co..
Reference for a preliminary ruling: Bundespatentgericht - Germany.

Trade marks - Approximation of laws - Article 3(1)(d) of First Directive 89/104/EEC - Grounds for
refusal or invalidity - Trade marks which consist exclusively of signs or indications which have

become customary in the current language or in the bona fide and established practices of the trade
- Need for signs or indications to have become customary to designate the goods or services in
respect of which registration of the mark is sought - No need for the signs or indications to be

directly descriptive of the properties or characteristics of the goods or services in respect of which
registration of the mark is sought.

Case C-517/99.

1. Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Marks composed exclusively of signs or indications which
have become customary in the current language or in the practices of the trade - Need for a link between
the signs or indications and the goods or services designated by the mark

(Council Directive 89/104, Arts 2 and 3(1)(d))

2. Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Marks composed exclusively of signs or indications which
have become customary in the current language or in the practices of the trade - Need for a link between
the signs or indications and the goods or services designated by the mark - No need for the signs or
indications to describe the properties or characteristics of the goods or services designated by the mark

(Council Directive 89/104, Art. 3(1)(d))

1. The purpose of Article 3(1)(d) of First Directive 89/104 to approximate the laws of the Member States
relating to trade marks, which provides that trade marks which consist exclusively of signs or indications
which have become customary in the current language or trade practices are to be refused registration, is
to prevent the registration of signs or indications that are not capable of distinguishing the goods or
services of one undertaking from those of other undertakings and so do not satisfy the criterion laid down
in Article 2 of the Directive. The question whether particular signs or indications possess distinctive
character cannot, however, be considered in the abstract and separately from the goods or services those
signs or indications are intended to distinguish.

It follows that Article 3(1)(d) of the Directive must be interpreted as only precluding registration of a
trade mark where the signs or indications of which the mark is exclusively composed have become
customary in the current language or in the bona fide and established practices of the trade to designate
the goods or services in respect of which registration of that mark is sought.

(see paras 26, 28-29, 31 and operative part )

2. In order for Article 3(1)(d) of First Directive 89/104 to approximate the laws of the Member States
relating to trade marks - which provides that trade marks which consist exclusively of signs or indications
which have become customary in the current language or trade practices are to be refused registration - to
be effective, the scope of that provision should not be limited solely to trade marks which describe the
properties or characteristics of the goods or services covered by them.

It follows that Article 3(1)(d) of the Directive must be interpreted as meaning that it subjects refusal to
register a trade mark to the sole condition that the signs or indications of which the
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trade mark is exclusively composed have become customary in the current language or in the bona fide
and established practices of the trade to designate the goods or services in respect of which registration of
that mark is sought. It is immaterial, when that provision is applied, whether the signs or indications in
question describe the properties or characteristics of those goods or services.

(see paras 36, 41 and operative part )

In Case C-517/99,

REFERENCE to the Court under Article 234 EC by the Bundespatentgericht (Germany) for a preliminary
ruling in the proceedings pending before that court brought by

Merz & Krell GmbH & Co.,

on the interpretation of Article 3(1)(d) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann, M. Wathelet and V. Skouris (Presidents of
Chambers), J.-P. Puissochet, P. Jann, L. Sevon, R. Schintgen, F. Macken (Rapporteur), N. Colneric and
C.W.A. Timmermans, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: R. Grass,

after considering the written observations submitted on behalf of:

- the German Government, by W.-D. Plessing and B. Muttelsee-Schön, acting as Agents,

- the United Kingdom Government, by G. Amodeo, acting as Agent, assisted by D. Alexander, Barrister,

- the Commission of the European Communities, by K. Banks, acting as Agent, and I. Brinker and W.
Berg, Rechtsanwälte,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 18 January 2001,

gives the following

Judgment

Costs

42 The costs incurred by the German and United Kingdom Governments and by the Commission of the
European Communities, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the proceedings pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Bundespatentgericht by order of 20 October 1999, hereby
rules:

1. Article 3(1)(d) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks must be interpreted as only precluding registration of a trade
mark where the signs or indications of which the mark is exclusively composed have become
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customary in the current language or in the bona fide and established practices of the trade to designate
the goods or services in respect of which registration of that mark is sought.

2. Article 3(1)(d) must also be interpreted as meaning that it subjects refusal to register a trade mark to
the sole condition that the signs or indications of which the trade mark is exclusively composed have
become customary in the current language or in the bona fide and established practices of the trade to
designate the goods or services in respect of which registration of that mark is sought. It is immaterial,
when that provision is applied, whether the signs or indications in question describe the properties or
characteristics of those goods or services.

1 By an order of 20 October 1999, received at the Court on 31 December 1999, the Bundespatentgericht
(Federal Patents Court) referred for a preliminary ruling under Article 234 EC a question on the
interpretation of Article 3(1)(d) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1, hereinafter the
Directive).

2 That question was raised in proceedings brought by Merz & Krell GmbH & Co. (hereinafter Merz &
Krell) against a refusal by the Deutsches Patent- und Markenamt (German Patent and Trade Mark Office)
to register the word mark Bravo in respect of writing implements.

Legal background

3 The purpose of the Directive is, as the first recital in its preamble states, to approximate the laws of the
Member States on trade marks in order to remove existing disparities which may impede the free
movement of goods and freedom to provide services and may distort competition within the common
market. It is not, according to the third recital, intended to effect full-scale approximation of those laws.

4 Article 2 of the Directive sets out a list of signs of which a trade mark may consist. It provides as
follows:

A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.

5 Article 3(1) of the Directive provides:

The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin, or the time of production of the
goods or of rendering of the service, or other characteristics of the goods;

(d) trade marks which consist exclusively of signs or indications which have become customary in the
current language or in the bona fide and established practices of the trade;

....

6 It should be pointed out that only the Danish and Swedish versions of Article 3(1)(d) contain a
reference to signs and indications which have become customary in the current language or in the bona
fide and established practices of the trade for the goods or services (for varen eller tjenesteydelsen in
Danish and för varan eller tjänsten in Swedish).
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7 Article 3(3) of the Directive provides as follows:

A trade mark shall not be refused registration or be declared invalid in accordance with paragraph 1(b), (c)
or (d) if, before the date of application for registration and following the use which has been made of it, it
has acquired a distinctive character. Any Member State may in addition provide that this provision shall
also apply where the distinctive character was acquired after the date of application for registration or after
the date of registration.

8 The Gesetz über den Schutz von Marken und sonstigen Kennzeichnungen of 25 October 1994 (German
law on the protection of trade marks and other distinctive signs, BGBl. 1994 I, p. 3082, hereinafter the
Markengesetz), which entered into force on 1 January 1995, transposed the Directive into German law.

9 Paragraph 8(2)(3) of the Markengesetz provides that trade marks which consist exclusively of signs or
indications which have become customary in the current language or in the bona fide and established
practices of the trade to designate the goods or services shall not be registered.

The main proceedings and the question referred to the Court

10 Merz & Krell filed an application for registration of the word mark Bravo in respect of writing
implements. That application was refused by the Deutsches Patent- und Markenamt on the ground that the
word Bravo is, for the class of persons to whom it is addressed, purely a term of praise. Those classes of
persons view the claimed mark Bravo as no more than a term of praise and an advertising slogan devoid
of any distinctive character, thus rendering it ineligible for protection.

11 Merz & Krell brought an action against that decision before the Bundespatentgericht which considers
that the merits of the refusal to register the applicant's word mark must be assessed in the light of
Paragraph 8(2)(3) of the Markengesetz.

12 It points out that the term Bravo has the same meaning in many European languages as a term of
praise in the sense of well done. It also observes that that word is in fact used in advertising in Germany
and various other European countries as a term of praise in respect of various goods and services.
However, it states that it has not been able to find any use of the word in connection with writing
implements.

13 The Bundespatentgericht takes the view that under Article 3(1)(d) of the Directive it is sufficient for
the word Bravo to be refused registration as a word mark that it has become customary in the current
language or in the bona fide and established practices of the trade, and that it need not specifically
describe the goods in question.

14 But, the Bundespatentgericht says, on a literal interpretation of Paragraph 8(2)(3) of the Markengesetz,
the claimed word must have become customary to designate the goods and services in respect of which
the mark is sought to be registered in order for it to be refused registration under that provision.

15 Furthermore, the wording of Paragraph 8(2)(3) of the Markengesetz does not specify whether it is
sufficient that there be a general connection with the goods or services covered by the mark in order for
registration to be refused under that provision, or whether it is necessary for there to be a specific
connection with those goods or services.

16 Taking the view that Paragraph 8(2)(3) of the Markengesetz should be interpreted in a manner
compatible with Article 3(1)(d) of the Directive which it incorporates into German law, the
Bundespatentgericht decided to stay proceedings and refer the following question to the Court for a
preliminary ruling:

Is Article 3(1)(d) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks to be interpreted restrictively, contrary
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to the wording thereof, as meaning that only signs or indications which directly describe the specific goods
and services in respect of which registration is sought, or the essential characteristics or features thereof,
are affected by the bar to registration? Or is the provision to be construed as meaning that, in addition to
generic signs and names, signs or indications which have become customary in the current language or in
the bona fide and established practices of the trade in the relevant or a similar sector as advertising
slogans, indications of quality or incitements to purchase etc., without directly describing specific
characteristics of the goods or services in respect of which registration is sought, may likewise not be
registered?

The first part of the question

17 By the first part of the question the Bundespatentgericht is essentially asking if Article 3(1)(d) of the
Directive must be interpreted as not precluding registration of a trade mark unless the signs or indications
of which that trade mark is exclusively composed have become customary in the current language or in
the bona fide and established practices of the trade to designate the goods or services for which the mark
is sought to be registered.

18 The German and United Kingdom Governments and the Commission submit that Article 3(1)(d) of the
Directive must be interpreted as meaning that only those signs or indications which, in the current
language or in the bona fide and established practices of the trade, have become customary to designate
goods or services of the type for which the trade mark is sought to be registered are barred from
registration.

19 The German Government also argues that interpreting the provision more widely would result in an
unwarranted reduction in the number of signs or indications available for registration.

20 It must be pointed out that the purpose of the Directive, as is clear from the first and seventh recitals
in its preamble, is to make the conditions for obtaining and continuing to hold a registered trade mark the
same in all the Member States so as to remove disparities in the laws of the Member States which may
impede the free movement of goods and the freedom to provide services and may distort competition
within the common market.

21 Trade mark rights constitute an essential element in the system of undistorted competition which the
Treaty is intended to establish. In such a system, undertakings must be able to attract and retain customers
by the quality of their products or services, which is made possible only by distinctive signs allowing
them to be identified (see, inter alia, Case C-349/95 Loendersloot [1997] ECR I-6227, paragraph 22).

22 From that point of view, the essential function of the trade mark is to guarantee the identity of the
origin of the marked goods or service to the consumer or end user by enabling him, without any
possibility of confusion, to distinguish the goods or service from others which have another origin (see,
inter alia, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

23 That essential function of trade marks has been incorporated by the Community legislature into Article
2 of the Directive, which provides that signs which are capable of being represented graphically may only
constitute a trade mark if they are capable of distinguishing the goods or services of one undertaking from
those of other undertakings.

24 Accordingly, signs or indications that are not capable of fulfilling the essential function of a trade mark
cannot enjoy the protection conferred by registration. As is made clear by the tenth recital in the preamble
to the Directive, the purpose of the protection afforded by the registered trade mark is in particular to
guarantee that trade mark's function as an indication of origin.

25 Article 3(1)(d) of the Directive must be interpreted in the light of those considerations.

26 Under Article 3(1)(d) of the Directive, trade marks which consist exclusively of signs or indications
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which have become customary in the current language or trade practices are to be refused registration.

27 It is true that, unlike Paragraph 8(2)(3) of the Markengesetz, which refers to trade marks that consist
exclusively of signs or indications which have become customary in the current language or trade practices
to designate the goods or services, Article 3(1)(d) of the Directive contains no such qualification. It
cannot, however, be concluded from that that, in order to assess the merits of an application for
registration of a trade mark, account should not be taken of the connection between the signs or
indications constituting the trade mark and the goods or services covered by that mark.

28 The purpose of Article 3(1)(d) of the Directive is to prevent the registration of signs or indications that
are not capable of distinguishing the goods or services of one undertaking from those of other
undertakings and so do not satisfy the criterion laid down in Article 2 of the Directive.

29 The question whether particular signs or indications possess distinctive character cannot, however, be
considered in the abstract and separately from the goods or services those signs or indications are intended
to distinguish.

30 That finding is corroborated by Article 3(3) of the Directive. As the Court held at paragraph 44 of the
judgment in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, it is through
the use made of it that such a sign acquires the distinctive character which is a prerequisite for its
registration under that provision. However, whether a sign does have the capacity to distinguish as a result
of the use made of it can only be assessed in relation to the goods or services covered by it.

31 It follows that Article 3(1)(d) of the Directive must be interpreted as only precluding registration of a
trade mark where the signs or indications of which the mark is exclusively composed have become
customary in the current language or in the bona fide and established practices of the trade to designate
the goods or services in respect of which registration of that mark is sought.

The second part of the question

32 By the second part of its question, the national court is asking whether Article 3(1)(d) of the Directive
precludes registration of a trade mark only where the signs or indications of which the trade mark is
exclusively composed describe the properties or characteristics of the goods and services in respect of
which the mark is sought to be registered or also where those signs or indications are advertising slogans,
indications of quality or incentives to purchase even if they do not describe the properties or
characteristics of those goods and services.

33 The United Kingdom Government submits that trade marks will fall within Article 3(1)(d) of the
Directive even if the signs or indications of which they are composed are not directly descriptive of the
goods or services in question but are commonly associated with those goods or services.

34 The Commission also argues that Article 3(1)(d) of the Directive does not lay down as a precondition
for its application that the signs or indications of which a trade mark is composed directly describe the
goods or services in respect of which the mark is sought to be registered. It considers that that provision
prohibits registration of signs or indications which, as generic signs or names, designate the goods or
services themselves or which, if they do not designate them, ordinarily have a particular additional
connotation.

35 It must first of all be observed that, although there is a clear overlap between the scope of Articles
3(1)(c) and 3(1)(d) of the Directive, marks covered by Article 3(1)(d) are excluded from registration not
on the basis that they are descriptive, but on the basis of current usage in trade sectors covering trade in
the goods or services for which the marks are sought to be registered.

36 It follows that, in order for Article 3(1)(d) of the Directive to be effective, the scope of
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the provision in respect of which the Court's interpretation is sought should not be limited solely to trade
marks which describe the properties or characteristics of the goods or services covered by them.

37 In that regard it must be pointed out that signs or indications constituting a trade mark which have
become customary in the current language or in the bona fide and established practices of the trade to
designate the goods or services covered by that mark are not capable of distinguishing the services of one
undertaking from those of other undertakings and do not therefore fulfil the essential function of a trade
mark - unless the use which has been made of those signs or indications has enabled them to acquire a
distinctive character capable of being recognised under Article 3(3) of the Directive.

38 In such a case it is not therefore necessary to consider whether the signs or indications in question are
descriptions of the properties or characteristics of the goods or services.

39 It also follows that, where the signs or indications concerned have become customary in the current
language or in the bona fide and established practices of the trade to designate the goods or services
covered by the mark, it is of little consequence that they are used as advertising slogans, indications of
quality or incitements to purchase those goods or services.

40 However, registration of a trade mark which consists of signs or indications that are also used as
advertising slogans, indications of quality or incitements to purchase the goods or services covered by that
mark is not excluded as such by virtue of such use. It is for the national court to determine in each case
whether the signs or indications have become customary in the current language or in the bona fide and
established practices of the trade to designate the goods or services covered by that mark.

41 It follows that Article 3(1)(d) of the Directive must be interpreted as meaning that it subjects refusal to
register a trade mark to the sole condition that the signs or indications of which the trade mark is
exclusively composed have become customary in the current language or in the bona fide and established
practices of the trade to designate the goods or services in respect of which registration of that mark is
sought. It is immaterial, when that provision is applied, whether the signs or indications in question
describe the properties or characteristics of those goods or services.
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Judgment of the Court
of 23 April 2002

Merck, Sharp & Dohme GmbH v Paranova Pharmazeutika Handels GmbH.
Reference for a preliminary ruling: Oberlandesgericht Wien - Austria.

Trade marks - Directive 89/104/EEC - Article 7(2) - Exhaustion of the rights conferred by the trade
mark - Pharmaceutical products - Parallel importation - Repackaging of the trade-marked product.

Case C-443/99.

Free movement of goods - Industrial and commercial property - Trade mark - Approximation of laws -
Trade marks - Directive 89/104 - Product put on the market in a Member State by the trade mark owner
or with his consent - Importation, after repackaging and reaffixing of the trade mark, into another Member
State - Opposition by the trade mark owner - Permissibility - Condition - No artificial partitioning of the
markets between Member States - Criteria of assessment in the case of parallel importation of
pharmaceutical products

(Art. 30 EC; Council Directive 89/104, Art. 7(2))

$$Whilst the proprietor of a trade mark right which is protected in two Member States at the same time is
justified, for the purposes of the first sentence of Article 30 EC and Article 7(2) of First Directive 89/104
on trade marks, in opposing a product to which the trade mark has lawfully been applied in one of those
States from being put on the market in the other Member State after it has been repacked in new
packaging to which the trade mark has been affixed by a third party, such opposition will, however,
constitute a disguised restriction on trade between Member States, within the meaning of the second
sentence of Article 30 EC, where it is established, in particular, that the use of the trade mark right by
the proprietor, having regard to the marketing system which he has adopted, will contribute to the artificial
partitioning of the markets between Member States. In the case of parallel imports of pharmaceutical
products, in certain circumstances, where repackaging is necessary to allow the product to be marketed in
the importing State, opposition to the repackaging is to be regarded as constituting such artificial
partitioning.

Replacement packaging of pharmaceutical products rather than simply sticking labels on those packages is
objectively necessary if, without such repackaging, effective access to the market concerned, or to a
substantial part of that market, must be considered to be hindered as the result of strong resistance from a
significant proportion of consumers to relabelled pharmaceutical products.

(see paras 23-24, 33, operative part )

In Case C-443/99,

REFERENCE to the Court under Article 234 EC by the Oberlandesgericht Wien (Austria) for a
preliminary ruling in the proceedings pending before that court between

Merck, Sharp & Dohme GmbH

and

Paranova Pharmazeutika Handels GmbH,

on the interpretation of Article 7(2) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended by
the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, P. Jann (President of Chamber), C. Gulmann
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(Rapporteur), D.A.O. Edward, M. Wathelet, R. Schintgen, V. Skouris, J.N. Cunha Rodrigues and C.W.A.
Timmermans, Judges,

Advocate General: F.G. Jacobs,

Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- Merck, Sharp & Dohme GmbH, by R. Subiotto, solicitor, and C. Annacker, Rechtsanwältin,

- Paranova Pharmazeutika Handels GmbH, by R. Schneider, Rechtsanwalt,

- the Belgian Government, by A. Snoecx, acting as Agent,

- the Norwegian Government, by B. Ekeberg, acting as Agent,

- the Commission of the European Communities, by K. Banks and by S. Rating and M. Desantes Real,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Merck, Sharp & Dohme GmbH, represented by R. Subiotto and C.
Annacker, of Paranova Pharmazeutika Handels GmbH, represented by R. Schneider and by E.B. Pfeiffer,
Geschäftsführer, of the Norwegian Government, represented by B. Ekeberg, and of the Commission,
represented by K. Banks and S. Rating, at the hearing on 3 April 2001,

after hearing the Opinion of the Advocate General at the sitting on 12 July 2001,

gives the following

Judgment

Costs

34 The costs incurred by the Belgian and Norwegian Governments and by the Commission, which have
submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties to the
main proceedings, a step in the action pending before the national court, the decision on costs is a matter
for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Oberlandesgericht Wien by order of 5 November 1999,
hereby rules:

Replacement packaging of pharmaceutical products is objectively necessary within the meaning of the
Court's case-law if, without such repackaging, effective access to the market concerned, or to a substantial
part of that market, must be considered to be hindered as the result of strong resistance from a significant
proportion of consumers to relabelled pharmaceutical products.

1 By order of 5 November 1999, received at the Court on 22 November 1999, the Oberlandesgericht Wien
(Higher Regional Court, Vienna) referred to the Court for a preliminary ruling under Article 234 EC a
question on the interpretation of Article 7(2) of First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended
by the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3; the Directive).

2 That question was raised in the context of proceedings between Merck, Sharp & Dohme GmbH (Merck),
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an Austrian company belonging to the pharmaceutical group Merck & Co. Inc. (the Merck group),
established in the United States, and Paranova Pharmazeutika Handels GmbH (Paranova) concerning the
marketing in Austria of pharmaceutical products which were manufactured by the Merck group and were
the subject of parallel importation by Paranova.

Community law

3 Under Article 28 EC, quantitative restrictions on imports and measures having equivalent effect are to be
prohibited between Member States. Article 30 EC, however, authorises prohibitions and restrictions on
imports between Member States which are justified on grounds of the protection of industrial and
commercial property, on condition that they do not constitute a means of arbitrary discrimination or a
disguised restriction on intra-Community trade.

4 Article 7 of Directive 89/104, entitled Exhaustion of the rights conferred by a trade mark, provides:

1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.

5 In accordance with Article 65(2) of the Agreement on the European Economic Area, in conjunction with
Annex XVII, point 4, thereto, Article 7(1) of Directive 89/104 has been amended for the purposes of that
agreement, the expression in the Community having been replaced by in a Contracting Party.

The main proceedings and the question referred for preliminary ruling

6 Merck markets in Austria, in particular, pharmaceutical products which are intended for the treatment of
benign prostatic hyperplasia and are sold under the trade mark Proscar, a mark registered by the Merck
group.

7 Paranova, whose sole shareholder is the Danish group Paranova A/S (the Paranova group), trades, like
its parent company, in original pharmaceutical products and specialises in parallel importation. It purchases
pharmaceutical products in Member States where prices are comparatively low in order to sell them in
other Member States where prices are higher, thus exploiting the price differences within the Community.

8 On 23 November 1997, Paranova was authorised by the Austrian authorities to place on the Austrian
market the pharmaceutical product Proscar imported in parallel from Spain. Following that authorisation, it
purchased the pharmaceutical product in Spain and had it repackaged in Denmark by Paranova-Pack A/S,
a company also belonging to the Paranova group. The repackaging involved giving the product new outer
packaging, namely a new box, and attaching to it new annexes translated into German, setting out the
information and precautions for use. The particulars required for marketing in Austria were also attached.
The packaging used in Austria contained, as in Spain, two blister strips of 14 tablets each.

9 On 15 July 1998, Paranova notified Merck of its intention to put on the market parallel imports of
Proscar. At its request, Merck received a sample of the repackaged product, enclosed with a letter of 22
July 1998 in which it was requested to make known any objections it might have.

10 By letter of 9 October 1997 to Paranova, the Austrian authorities, referring to Community case-law,
drew attention to the decisive importance of the appearance of pharmaceutical products
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for compliance by patients with their treatment, which might be jeopardised if the packaging were
over-stickered.

11 Merck opposed use of the trade mark Proscar by placing it on the packaging where the product is
presented and sold in the Member State of origin in the same arrangement (number of tablets) as in
Austria. It claimed that that repackaging constituted unlawful interference with its trade mark rights.

12 Paranova contended that the pharmaceutical product could be marketed only if a number of particulars
in German were shown on its outer packaging, in accordance with Paragraph 7(1) of the
Arzneimittelgesetz (Austrian Law on pharmaceutical products). It also relied on the fact that the Austrian
authorities had recommended replacement packaging and not mere over-stickering. According to Paranova,
attaching labels would have had an appreciable influence on the sale of the pharmaceutical products,
because relabelled foreign packs engender reactions of mistrust and rejection from both pharmacists and
consumers.

13 The Handelsgericht Wien (Commercial Court, Vienna), to which Merck had applied on 22 July 1999
for an order to desist, granted such an order by decision of 16 August 1999. It held that it was possible
for the packs of the pharmaceutical product Proscar to be provided with labels on all six sides without this
impeding the marketing of that product.

14 On 7 September 1999, Paranova appealed against that decision to the referring court.

15 Since it took the view that the resolution of the dispute depended on the interpretation of Community
law, the Oberlandesgericht Wien decided to stay proceedings and to refer the following question to the
Court for a preliminary ruling:

Must Article 7(2) of the First Council Directive of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (89/104/EEC) be interpreted as meaning that a trade mark owner
may oppose the marketing of a pharmaceutical product put on the market under his trade mark where the
importer has repackaged it and reaffixed the trade mark and has complied with the other requirements set
forth in the Court of Justice judgment in Joined Cases C-427/93, C-429/93 and C-436/93 [Bristol-Myers
Squibb and Others [1996] ECR I-3457] (the product inside the packaging must not be affected, the
manufacturer and origin must be clearly indicated, the reputation of the trade mark or its owner must not
be damaged as a consequence of poor packaging, and the trade mark owner must be given notice before
the repackaged pharmaceutical product is put on sale), but the marketability of the product would be
jeopardised without such repackaging solely because a significant proportion of the consumers of
pharmaceutical products in the State of importation is suspicious of pharmaceutical products which have
clearly been produced for the market of another State (in which a different language is spoken) and are
inside packagings which have been adapted merely by means of self-stick labels to the domestic provisions
governing the sale of pharmaceutical products?

The question referred for preliminary ruling

16 By its question, the national court seeks essentially to ascertain whether a trade mark proprietor may
oppose the repackaging, by a parallel importer and without its authorisation, of a pharmaceutical product
bearing that trade mark on the ground that the repackaging is not necessary for the product to be able to
be marketed in the importing State even if, without such repackaging, the marketability of the product
would be jeopardised solely because a significant proportion of the consumers in that State is suspicious of
pharmaceutical products clearly intended for the market of another State.

17 The national court states that Austrian consumers are not accustomed to being offered pharmaceutical
products which have clearly been put on the market in another State, where a different language
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is used. It states that it is perfectly conceivable that a significant number of consumers would regard such
a product with the same suspicion as products with untidy or poor-quality packaging. Even attaching
labels, in particular in the case before it, would scarcely mitigate that suspicion. If it were to emerge that
a significant proportion of consumers would in fact be suspicious in that way, it would be entirely
possible, in the view of the national court, to consider that prohibition of the repackaging would contribute
to artificial partitioning of the markets.

Observations submitted to the Court

18 Merck submits that the Court has already answered the question referred and that it did so most
recently in Case C-379/97 Upjohn [1999] ECR I-6927. Inconvenience, consisting for example in having to
overcome the resistance of consumers to relabelled pharmaceutical products, cannot justify a parallel
importer in repackaging an imported product. In the alternative, Merck claims that a trade mark
proprietor's prohibition of the replacement of packaging is justified where it is possible for the importer
merely to adapt the original packaging, even if consumers prefer products whose packaging has been
replaced. In a market economy it is for the parallel importer to overcome that consumer tendency. The
importer's commercial interests are subjective and cannot be used as a basis for the assessment of the
validity of its conduct without offending the principle of legal certainty. Moreover, the principle of
proportionality requires that a restriction on a fundamental right must not go beyond what is sufficient and
necessary to achieve the objective pursued.

19 According to Paranova, the obligation to attach labels constitutes an obstacle to sale and leads to an
unacceptable partitioning of markets. Replacement of the packaging of medicinal products from other
Member States is in principle lawful, provided that the importer complies with the conditions imposed by
the Court in its case-law. The Court stated in Bristol-Myers Squibb and Others that medicinal products fall
within a sensitive area where the presentation of the product may be capable of inspiring or destroying
public confidence. On a market where the national authorities prefer replacement packaging of medicinal
products to over-stickering, to require over-stickering amounts to an obstacle to trade which is much more
significant than that arising from different sizes of packaging, as in Bristol-Myers Squibb and Others. The
requirement of the necessity of repackaging is unclear and does not constitute the decisive criterion. If,
however, it were held to be applicable, that requirement should be broadly understood so as to enable
effective access to the market, which precludes solely matters subjective to the parallel importer itself.

20 The Norwegian Government submits that the requirement of necessity is satisfied where a significant
proportion of consumers has a tendency not to purchase products which are not repackaged because it is
suspicious of medicinal products manifestly intended for the market of another State, where another
language is used.

21 The Commission submits that the necessity which objectively justifies repackaging by a parallel
importer may be the result of circumstances of law or of fact. Since it is the basis for a derogation from
the principle prohibiting trade mark infringement which is enshrined in Community law, that concept must
be strictly interpreted. The parallel importer should cause as little damage as possible to the specific
subject-matter of the mark. It cannot, for example, replace the packaging where it is possible to attach
labels. According to the Court's case-law, a prohibition on repackaging contributes unjustifiably to an
artificial partitioning of the markets only if the suspicion of the products imported is such that the parallel
importer is thereby refused effective access to the market of the importing State. It therefore seems that
even considerable suspicion on the part of consumers is not sufficient in that regard. There is nothing to
suggest that, in the main proceedings, the replacement of the packaging satisfies in law or in fact a
necessity thus defined.

Findings of the Court
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22 It should be noted as a preliminary point that the question referred relates to a situation in which a
trade mark proprietor has opposed repackaging consisting in replacement of the original packaging by new
packaging designed by the importer and required that the importer restrict itself to relabelling by means of
self-adhesive stickers.

23 It is clear from paragraph 14 of the judgment in Case 102/77 Hoffmann-La Roche [1978] ECR 1139
that the proprietor of a trade mark right which is protected in two Member States at the same time is
justified, for the purposes of the first sentence of Article 30 EC, in preventing a product to which the
trade mark has lawfully been applied in one of those States from being put on the market in the other
Member State after it has been repacked in new packaging to which the trade mark has been affixed by a
third party. That paragraph also states, however, that such prevention of marketing will constitute a
disguised restriction on trade between Member States, within the meaning of the second sentence of
Article 30 EC, where it is established, in particular, that the use of the trade mark right by the proprietor,
having regard to the marketing system which he has adopted, will contribute to the artificial partitioning of
the markets between Member States.

24 In cases subsequent to Hoffmann-La Roche, in particular in Bristol-Myers Squibb and Others and
Upjohn, the Court clarified what may constitute artificial partitioning of the markets between Member
States. In certain circumstances, where repackaging is necessary to allow the product imported in parallel
to be marketed in the importing State, opposition of the trade mark proprietor to the repackaging of
pharmaceutical products is to be regarded as constituting artificial partitioning of markets.

25 The Court has found in that respect that it is necessary to take account of the circumstances prevailing
at the time of marketing in the importing Member State which make repackaging objectively necessary in
order that the pharmaceutical product can be placed on the market in that State by the parallel importer.
The trade mark proprietor's opposition to the repackaging is not justified if it hinders effective access of
the imported product to the market of that State (see, to that effect, Upjohn, paragraph 43).

26 Such an impediment exists, for example, where pharmaceutical products purchased by the parallel
importer cannot be placed on the market in the Member State of importation in their original packaging by
reason of national rules or practices relating to packaging, or where sickness insurance rules make
reimbursement of medical expenses depend on a certain packaging or where well-established medical
prescription practices are based, inter alia, on standard sizes recommended by professional groups and
sickness insurance institutions. In that regard, it is sufficient for there to be an impediment in respect of
one type of packaging used by the trade mark proprietor in the Member State of importation (see
Bristol-Myers Squibb and Others, paragraphs 53 and 54).

27 In contrast, the trade mark proprietor may oppose the repackaging if it is based solely on the parallel
importer's attempt to secure a commercial advantage (see, to that effect, Upjohn, paragraph 44).

28 In that context, it has also been held that the trade mark proprietor may oppose replacement packaging
where the parallel importer is able to reuse the original packaging for the purpose of marketing in the
Member State of importation by affixing labels to that packaging (see Bristol-Myers Squibb and Others,
paragraph 55).

29 Thus, while the trade mark proprietor may oppose the parallel importer's use of replacement packaging,
that is conditional on the relabelled pharmaceutical product being able to have effective access to the
market concerned.

30 Resistance to relabelled pharmaceutical products does not always constitute an impediment to effective
market access such as to make replacement packaging necessary, within the meaning of the
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Court's case-law.

31 However, there may exist on a market, or on a substantial part of it, such strong resistance from a
significant proportion of consumers to relabelled pharmaceutical products that there must be held to be a
hindrance to effective market access. In those circumstances, repackaging of the pharmaceutical products
would not be explicable solely by the attempt to secure a commercial advantage. The purpose would be to
achieve effective market access.

32 It is for the national court to determine whether that is the case.

33 The answer to the question referred must therefore be that replacement packaging of pharmaceutical
products is objectively necessary within the meaning of the Court's case-law if, without such repackaging,
effective access to the market concerned, or to a substantial part of that market, must be considered to be
hindered as the result of strong resistance from a significant proportion of consumers to relabelled
pharmaceutical products.
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Judgment of the Court
of 20 November 2001

Zino Davidoff SA v A &amp; G Imports Ltd and Levi Strauss &amp; Co. and Others v Tesco
Stores Ltd and Others. Reference for a preliminary ruling: High Court of Justice (England &amp;
Wales), Chancery Division (Patent Court) - United Kingdom. Trade marks - Directive 89/104/EEC -

Article 7(1) - Exhaustion of the rights conferred by a trade mark - Goods placed on the market
outside the EEA - Imported into the EEA - Consent of the trade mark proprietor - Whether

consent required to be express or implied - Law governing the contract - Presumption of consent -
Non-applicability. Joined cases C-414/99 to C-416/99.

1. Approximation of laws - Trade marks - Directive 89/104 - Product placed on the market in the
Community or in the European Economic Area with the consent of the trade-mark proprietor - Concept of
consent - Community concept - Uniform interpretation

(Council Directive 89/104, Arts 5 and 7(1))

2. Approximation of laws - Trade marks - Directive 89/104 - Exhaustion of the right conferred by a trade
mark - Product put on the market outside the European Economic Area by the proprietor of the trade
mark or with his consent - Imported into a Member State - Consent of the trade mark proprietor - Implied
consent - Conditions

(Council Directive 89/194, Art. 7(1))

1. It falls to the Court to supply a uniform interpretation of the concept of consent to the placing of goods
on the market within the European Economic Area as referred to in Article 7(1) of First Trade Mark
Directive 89/104, as amended by the Agreement on the European Economic Area.

Consent, which is tantamount to the proprietor's renunciation of his exclusive right under Article 5 of the
Directive to prevent all third parties from importing goods bearing his trade mark, constitutes the decisive
factor in the extinction of that right. If the concept of consent were a matter for the national laws of the
Member States, the consequence for trade mark proprietors could be that protection would vary according
to the legal system concerned. The objective of the same protection under the legal systems of all the
Member States set out in the ninth recital in the preamble to the Directive, where it is described as
fundamental, would not be attained.

(see paras 41-43 )

2. On a proper construction of Article 7(1) of First Trade Mark Directive 89/104, as amended by the
Agreement on the European Economic Area (EEA), the consent of a trade mark proprietor to the
marketing within the EEA of products bearing that mark which have previously been placed on the market
outside the EEA by that proprietor or with his consent may be implied, where it follows from facts and
circumstances prior to, simultaneous with or subsequent to the placing of the goods on the market outside
the EEA which, in the view of the national court, unequivocally demonstrate that the proprietor has
renounced his right to oppose placing of the goods on the market within the EEA.

Implied consent cannot be inferred:

- from the fact that the proprietor of the trade mark has not communicated to all subsequent purchasers of
the goods placed on the market outside the EEA his opposition to marketing within the EEA;

- from the fact that the goods carry no warning of a prohibition of their being placed on the market
within the EEA;

- from the fact that the trade mark proprietor has transferred the ownership of the products bearing the
trade mark without imposing any contractual reservations and that, according to the law governing
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the contract, the property right transferred includes, in the absence of such reservations, an unlimited right
of resale or, at the very least, a right to market the goods subsequently within the EEA.

With regard to exhaustion of the trade mark proprietor's exclusive right, it is not relevant:

- that the importer of goods bearing the trade mark is not aware that the proprietor objects to their being
placed on the market in the EEA or sold there by traders other than authorised retailers, or

- that the authorised retailers and wholesalers have not imposed on their own purchasers contractual
reservations setting out such opposition, even though they have been informed of it by the trade mark
proprietor.

(see paras 47, 60, 66, and operative part 1-3 )

In Joined Cases C-414/99 to C-416/99,

REFERENCES to the Court under Article 234 EC by the High Court of Justice of England and Wales,
Chancery Division (Patent Court), for a preliminary ruling in the proceedings pending before that court
between

Zino Davidoff SA

and

A &amp; G Imports Ltd (C-414/99),

between

Levi Strauss &amp; Co.,

Levi Strauss (UK) Ltd

and

Tesco Stores Ltd,

Tesco plc (C-415/99),

and between

Levi Strauss &amp; Co.,

Levi Strauss (UK) Ltd

and

Costco Wholesale UK Ltd, formerly Costco UK Ltd (C-416/99),

on the interpretation of Article 7 of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended by
the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, P. Jann, N. Colneric and S. von Bahr (Presidents of
Chambers), C. Gulmann (Rapporteur), D.A.O. Edward, A. La Pergola, J.-P. Puissochet, L. Sevon, V.
Skouris and C.W.A. Timmermans, Judges,

Advocate General: C. Stix-Hackl,

Registrar: L. Hewlett, Administrator,
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after considering the written observations submitted on behalf of:

- Zino Davidoff SA, by M. Silverleaf QC and R. Hacon, Barrister, instructed by R. Swift, Solicitor,

- Levi Strauss &amp; Co. and Levi Strauss (UK) Ltd, by H. Carr QC and D. Anderson QC, instructed by
Baker &amp; MacKenzie, Solicitors,

- A &amp; G Imports Ltd, by G. Hobbs QC and C. May, Barrister, instructed by A. Millmore and I.
Mackie, Solicitors,

- Tesco Stores Ltd and Tesco plc, by G. Hobbs and D. Alexander, Barrister, instructed by C. Turner and
E. Powell, Solicitors,

- Costco Wholesale UK Ltd, by G. Hobbs and D. Alexander, instructed by G. Heath and G. Williams,
Solicitors,

- the German Government, by W.-D. Plessing, A. Dittrich and B. Muttelsee-Schön, acting as Agents,

- the French Government, by K. Rispal-Bellanger and A. Maittrepierre, acting as Agents,

- the Italian Government, by U. Leanza, acting as Agent, assisted by O. Fiumara, Vice avvocato generale
dello Stato,

- the Finnish Government, by E. Bygglin, acting as Agent,

- the Swedish Government, by A. Kruse, acting as Agent,

- the Commission of the European Communities, by K. Banks, acting as Agent,

- the EFTA Surveillance Authority, by A.-L.H. Rolland, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Zino Davidoff SA, represented by M. Silverleaf; of Levi Strauss
&amp; Co. and Levi Strauss (UK) Ltd, represented by H. Carr and D. Anderson; of A &amp; G Imports
Ltd, represented by G. Hobbs and C. May; of Tesco Stores Ltd, Tesco plc and Costco Wholesale UK Ltd,
represented by G. Hobbs and D. Alexander; of the German Government, represented by H. Heitland,
acting as Agent; of the French Government, represented by A. Maittrepierre; of the Commission,
represented by K. Banks; and of the EFTA Surveillance Authority, represented by P. Dyrberg and D. Sif
Tynes, acting as Agents, at the hearing on 16 January 2001,

after hearing the Opinion of the Advocate General at the sitting on 5 April 2001,

gives the following

Judgment

Costs

69 The costs incurred by the German, French, Italian, Finnish and Swedish Governments, the Commission
and the EFTA Surveillance Authority, which have submitted observations to the Court, are not recoverable.
Since these proceedings are, for the parties to the main proceedings, a step in the actions pending before
the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the High Court of Justice of England and Wales, Chancery
Division (Patent Court), by orders of 24 June 1999 and 22 July 1999, hereby rules:
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1. On a proper construction of Article 7(1) of First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks, as amended by the Agreement on
the European Economic Area of 2 May 1992, the consent of a trade mark proprietor to the marketing
within the European Economic Area of products bearing that mark which have previously been placed on
the market outside the European Economic Area by that proprietor or with his consent may be implied,
where it follows from facts and circumstances prior to, simultaneous with or subsequent to the placing of
the goods on the market outside the European Economic Area which, in the view of the national court,
unequivocally demonstrate that the proprietor has renounced his right to oppose placing of the goods on
the market within the European Economic Area.

2. Implied consent cannot be inferred:

- from the fact that the proprietor of the trade mark has not communicated to all subsequent purchasers of
the goods placed on the market outside the European Economic Area his opposition to marketing within
the European Economic Area;

- from the fact that the goods carry no warning of a prohibition of their being placed on the market
within the European Economic Area;

- from the fact that the trade mark proprietor has transferred the ownership of the products bearing the
trade mark without imposing any contractual reservations and that, according to the law governing the
contract, the property right transferred includes, in the absence of such reservations, an unlimited right of
resale or, at the very least, a right to market the goods subsequently within the European Economic Area.

3. With regard to exhaustion of the trade mark proprietor's exclusive right, it is not relevant:

- that the importer of goods bearing the trade mark is not aware that the proprietor objects to their being
placed on the market in the European Economic Area or sold there by traders other than authorised
retailers, or

- that the authorised retailers and wholesalers have not imposed on their own purchasers contractual
reservations setting out such opposition, even though they have been informed of it by the trade mark
proprietor.

1 By order of 24 June 1999 (Case C-414/99) and two orders of 22 July 1999 (Cases C-415/99 and
C-416/99), received at the Court on 29 October 1999, the High Court of Justice of England and Wales,
Chancery Division (Patent Court), referred to the Court for a preliminary ruling under Article 234 EC six
questions in the first case and three identical questions in the remaining two cases, on the interpretation of
Article 7 of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended by the Agreement on the
European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3), (the Directive).

2 Those questions have been raised in three disputes between, on the one hand, two proprietors of trade
marks registered in the United Kingdom and one proprietor of a trade mark licence and, on the other, four
companies established in the United Kingdom concerning the marketing in the United Kingdom of
products previously placed on the market outside the European Economic Area (the EEA).

Legal background

3 Article 5 of Directive 89/104, headed Rights conferred by a trade mark, is worded as follows:

1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of
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trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

...

3. The following, inter alia, may be prohibited [under paragraph 1]:

...

(c) importing or exporting the goods under the sign;

...

4 Article 7 of the Directive, entitled Exhaustion of the rights conferred by a trade mark, provides:

1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.

5 In accordance with Article 65(2) of the EEA Agreement, in conjunction with Annex XVII, point 4
thereto, Article 7(1) of the Directive has been amended for the purposes of the EEA Agreement, the
expression in the Community having been replaced by in a Contracting Party.

6 The Directive was transposed into national law in the United Kingdom as from 31 October 1994 by the
Trade Marks Act 1994.

The disputes in the main proceedings

Case C-414/99

7 Zino Davidoff SA (Davidoff) is the proprietor of two trade marks, Cool Water and Davidoff Cool
Water, registered in the United Kingdom and used for a wide range of toiletries and cosmetic products.
The products manufactured by Davidoff or on its behalf and bearing, with its consent, those trade marks
are sold by it or on its behalf both within and outside the EEA.

8 The products bear batch code numbers. Those markings are intended to ensure compliance with the
provisions of Council Directive 76/768/EEC of 27 July 1976 on the approximation of the laws of the
Member States relating to cosmetic products (OJ 1976 L 262, p. 169), which was implemented in the
United Kingdom by the Cosmetic Products (Safety) Regulations 1996 (SI 2925/1996). Whether the batch
code numbers also serve purposes other than ensuring compliance with Directive 76/768 and the national
implementing measures is not a question which has been addressed by the national court.

9 In 1996 Davidoff entered into an exclusive distribution contract with a trader in Singapore. In
accordance with that contract, the distributor undertook, first, to sell Davidoff products solely within a
defined territory outside the EEA to local sub-distributors, sub-agents and retailers and, second, to impose
in turn on those co-contractors a prohibition of resale outside the stipulated territory. The parties expressly
made that exclusive distribution contract subject to German law.

10 A &amp; G Imports Ltd (A &amp; G) acquired stocks of Davidoff products, manufactured within the
EEA, which had originally been placed on the market in Singapore by Davidoff or with its consent.
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11 A &amp; G imported those products into the United Kingdom and began to sell them. A &amp; G, or
another operator in the distribution chain, removed or obliterated the batch code numbers in whole or in
part.

12 In 1998 Davidoff brought proceedings against A &amp; G before the High Court of Justice of England
and Wales, Chancery Division (Patent Court), alleging, inter alia, that the importation and sale of those
goods in the United Kingdom infringed its trade mark rights.

13 A &amp; G relied on Articles 5(1) and 7(1) of the Directive, maintaining that, having regard to the
circumstances in which the goods were placed on the market in Singapore, their importation and sale was,
or should be deemed to have been, with Davidoff's consent.

14 Davidoff denied that it had consented, or could be deemed to have consented, to the products
concerned being imported into the EEA. Further, it pleaded legitimate reasons, within the meaning of
Article 7(2) of the Directive, for opposing the import and marketing of its products. Those reasons were
based on the removal or obliteration, in whole or in part, of the batch code numbers.

15 By decision of 18 May 1999 the national court rejected Davidoff's application for summary judgment,
considering that the dispute ought to go to full trial. It took the view, however, that for that purpose the
scope and effect of Article 7(1) and (2) of the Directive required clarification.

16 The High Court of Justice of England and Wales, Chancery Division (Patent Court), accordingly
decided to stay proceedings and to request the Court of Justice to give a preliminary ruling on the
following questions:

(1) Insofar as First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1) refers to goods being put on the market in
the Community with the consent of the proprietor of a mark, is it to be interpreted as including consent
given expressly or implicitly and directly or indirectly?

(2) Where:

(a) a proprietor has consented to or allowed goods to be placed in the hands of a third party in
circumstances where the latter's rights to further market the goods are determined by the law of the
contract of purchase under which that party acquired the goods, and

(b) the said law allows the vendor to impose restrictions on the further marketing or use of the goods by
the purchaser but also provides that, absent the imposition by or on behalf of the proprietor of effective
restrictions on the purchaser's right to further market the goods, the third party acquires a right to
market the goods in any country, including the Community,

then, if restrictions effective according to that law to limit the third party's rights to market the goods have
not been imposed, is the Directive to be interpreted so as to treat the proprietor as having consented to the
right of the third party acquired thereby to market the goods in the Community?

(3) If the answer to the previous question is in the affirmative, is it for the national courts to determine
whether, in all the circumstances, effective restrictions were imposed on the third party?

(4) Is Article 7(2) of the Directive to be interpreted in such a way that legitimate reasons for the proprietor
to oppose further commercialisation of his goods include any actions by a third party which affect to a
substantial extent the value, allure or image of the trade mark or the goods to which it is applied?

(5) Is Article 7(2) of the Directive to be interpreted in such a way that legitimate reasons for the proprietor
to oppose further commercialisation of his goods include the removal or obliteration
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by third parties (in whole or in part) of any markings on the goods where such removal or obliteration
is not likely to cause any serious or substantial damage to the reputation of the trade mark or the goods
bearing the mark?

(6) Is Article 7(2) of the Directive to be interpreted in such a way that legitimate reasons for the proprietor
to oppose further commercialisation of his goods include the removal or obliteration by third parties (in
whole or in part) of batch code numbers on the goods where such removal or obliteration results in the
goods in question

(i) offending against any part of the criminal code of a Member State (other than a part concerned with
trade marks) or

(ii) offending against the provisions of Council Directive 76/768/EEC of 27 July 1976 on the approximation
of the laws of the Member States relating to cosmetic products (OJ 1976 L 262, p. 169)?

Cases C-415/99 and C-416/99

17 Levi Strauss &amp; Co., a corporation formed under the laws of the State of Delaware (United States
of America), is the proprietor of the trade marks LEVI'S and 501, registered in the United Kingdom and
used, inter alia, in respect of jeans.

18 Levi Strauss (UK) Ltd, a company incorporated under the laws of England and Wales, is the holder in
the United Kingdom of a trade mark licence granted by Levi Strauss &amp; Co. for the manufacture, sale
and distribution of, inter alia, Levi's 501 jeans. It sells those products itself in the United Kingdom or
grants licences to other retailers as part of a selective distribution system.

19 Tesco Stores Ltd and Tesco plc (together Tesco) are two companies incorporated under the laws of
England and Wales, the latter being the parent company of the former. Tesco is one of the leading
supermarket chains in the United Kingdom. Amongst other things, it sells clothes.

20 Costco Wholesale UK Ltd (Costco), a company incorporated under the laws of England and Wales,
sells a wide range of branded goods in the United Kingdom, in particular items of clothing.

21 Levi Strauss &amp; Co. and Levi Strauss (UK) Ltd (together Levis) have consistently refused to sell
Levi's 501 jeans to Tesco and Costco and have not agreed to their becoming authorised distributors of
those products.

22 Tesco and Costco obtained Levi's 501 jeans, genuine goods originally sold by Levi's or on its behalf,
from traders who imported them from countries outside the EEA. The contracts pursuant to which they
acquired those products contained no restrictive covenants to the effect that the goods were, or were not,
to be sold in a particular territory. The jeans bought by Tesco had been manufactured by, or on behalf of,
Levis in the United States of America, Mexico or Canada. Those bought by Costco had been manufactured
on the same terms in the United States or Mexico.

23 Tesco's and Costco's suppliers had obtained the goods directly or indirectly from authorised retailers in
the United States, Mexico or Canada, or from wholesalers who had bought the jeans from accumulators,
that is to say, persons who buy small quantities of jeans from numerous authorised stores, in particular in
the United States and Canada.

24 In 1998 Levis commenced proceedings before the High Court of Justice of England and Wales,
Chancery Division (Patent Court), against Tesco and Costco. They claimed that the import and sale of
Levi jeans by the defendants constituted an infringement of their trade mark rights.

25 They stated that in the United States and Canada they had informed their authorised retailers, both in
writing and orally, of guidelines including a no-wholesale stipulation, by virtue of which
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the goods could be sold only to end purchasers. In their written order acknowledgement forms they
reserved the right, which they have exercised several times, to cease supplying their products to a retailer
violating that prohibition. They asked their authorised retailers to limit sales of garments to a certain
number per customer, generally six, and to display signs in their stores stating the no-wholesale policy and
that limit on retail sales. In Mexico, they sold their products to authorised wholesalers. They always
informed them, in particular by repeated written communications, of their rule that the goods were not to
be sold for export.

26 Tesco acknowledged that it knew at the material time that Levis did not wish their jeans to be sold in
the EEA otherwise than through authorised retailers. Costco, on the other hand, maintained that it was
unaware of this.

27 Tesco and Costco pointed out that they were not bound by any contractual restriction. Levis, they
argued, had not attempted to impose or give notice of any restriction to run with the goods, nor had they
reserved any rights in any way. In their submission, therefore, the operator buying the jeans in question
was entitled freely to dispose of them.

28 In those circumstances, the High Court of Justice of England and Wales, Chancery Division (Patent
Court), decided to stay proceedings and to refer the following questions to the Court of Justice for a
preliminary ruling:

(1) Where goods bearing a registered trade mark have been placed on the market in a non-EEA country by
the trade mark proprietor or with his consent and those goods have been imported into or sold in the
EEA by a third party, is the effect of Directive 89/104/EEC ("the Directive") that the trade mark
proprietor is entitled to prohibit such importation or sale unless he has expressly and explicitly
consented to it, or may such consent be implied?

(2) If the answer to Question 1 is that consent may be implied, is consent to be implied from the fact that
the goods have been sold by the proprietor or on his behalf without contractual restrictions prohibiting
resale within the EEA binding the first and all subsequent purchasers?

(3) Where goods bearing a registered trade mark have been placed on the market in a non-EEA country by
the trade mark proprietor:

(a) to what extent is it relevant to or determinative of the issue whether or not there was consent by the
proprietor to the placing of those goods on the market within the EEA, within the meaning of the
Directive, that:

(i) the person placing the goods on the market (not being an authorised retailer) does so with the
knowledge that he is the lawful owner of the goods and the goods bear no indication that they may not
be placed on the market in the EEA; and/or

(ii) the person placing the goods on the market (not being an authorised retailer) does so with knowledge
that the trade mark proprietor objects to those goods being placed on the market within the EEA;
and/or

(iii) the person placing the goods on the market (not being an authorised retailer) does so with the
knowledge that the trade mark proprietor objects to them being placed on the market by anyone
otherwise than an authorised retailer; and/or

(iv) the goods have been purchased from authorised retailers in a non-EEA country who have been informed
by the proprietor that the proprietor objects to the sale of the goods by them for the purposes of resale,
but who have not imposed upon purchasers from them any contractual restrictions on the manner in
which the goods may be disposed of; and/or

(v) the goods have been purchased from authorised wholesalers in a non-EEA country who have been
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informed by the proprietor that the goods were to be sold to retailers in that non-EEA country and
were not to be sold for export, but who have not imposed upon purchasers from them any contractual
restrictions on the manner in which the goods may be disposed of; and/or

(vi) there has or has not been communication by the proprietor to all subsequent purchasers of its goods
(i.e. those between the first purchaser from the proprietor and the person placing the goods on the
market in the EEA) of its objection to the sale of the goods for the purposes of resale; and/or

(vii) a contractual restriction has or has not been imposed by the proprietor and made legally binding upon
the first purchaser prohibiting sale for the purposes of resale to anyone other than the ultimate
consumer?

(b) Does the issue of whether or not there was consent by the proprietor to the placing of those goods on
the market within the EEA, within the meaning of the Directive, depend on some further or other factor
or factors and, if so, which?

29 By order of the President of the Court of 15 December 1999, Cases C-414/99, C-415/99 and C-416/99
were joined pursuant to Article 43 of the Rules of Procedure for the purposes of the written procedure, the
oral procedure and judgment.

The questions relating to Article 7(1) of the Directive

Preliminary observations

30 In Case C-414/99, the questions raised concern products placed on the market within the Community
whereas, in Cases C-415/99 and C-416/99, they concern products placed on the market in the EEA, that is
to say, taking into consideration the amendment of Article 7(1) of Directive 89/104 by the EEA
Agreement.

31 Since, as regards the Member States of the Community, the substance of the answers to be given will
be the same for either situation, references in what follows will be to the placing of goods on the market
within the EEA.

32 It must also be borne in mind that in Articles 5 and 7 of the Directive the Community legislature laid
down the rule of Community exhaustion, that is to say, the rule that the rights conferred by a trade mark
do not entitle the proprietor to prohibit use of the mark in relation to goods bearing that mark which have
been placed on the market in the EEA by him or with his consent. In adopting those provisions, the
Community legislature did not leave it open to the Member States to provide in their domestic law for
exhaustion of the rights conferred by a trade mark in respect of products placed on the market in
non-member countries (Case C-355/96 Silhouette International Schmied [1998] ECR I-4799, paragraph 26).

33 The effect of the Directive is therefore to limit exhaustion of the rights conferred on the proprietor of a
trade mark to cases where goods have been put on the market in the EEA and to allow the proprietor to
market his products outside that area without exhausting his rights within the EEA. By making it clear that
the placing of goods on the market outside the EEA does not exhaust the proprietor's right to oppose the
importation of those goods without his consent, the Community legislature has allowed the proprietor of
the trade mark to control the initial marketing in the EEA of goods bearing the mark (Case C-173/98
Sebago and Maison Dubois [1999] ECR I-4103, paragraph 21).

34 By its questions, the national court is seeking chiefly to determine the circumstances in which the
proprietor of a trade mark may be regarded as having consented, directly or indirectly, to the importation
and marketing within the EEA by third parties who currently own them, of products bearing that trade
mark, which have been placed on the market outside the EEA by the proprietor
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of the mark or with his consent.

Whether the consent of a trade mark proprietor to marketing in the EEA may be implied

35 By the first question referred in each of Cases C-414/99 to C-416/99, the national court is in essence
asking whether, on a proper construction of Article 7(1) of the Directive, the consent of a trade mark
proprietor to the marketing within the EEA of products bearing that mark which have previously been
placed on the market outside the EEA by that proprietor or with his consent must be express, or whether
it may also be implied.

36 That question therefore seeks clarification of the manner in which the consent of a trade mark
proprietor to marketing within the EEA may be expressed.

37 The answer to that question requires that it first be established whether, with regard to situations such
as those in issue in the main proceedings, the concept of consent used in Article 7(1) of the Directive
must be interpreted uniformly throughout the Community legal order.

38 The Italian Government submits that where products are placed on the market outside the EEA, trade
mark rights can never be exhausted as a consequence of a provision of Community law, because such
exhaustion is not provided for by the Directive. Whether or not express or implied consent has been given
for reimportation into the EEA is not a matter which concerns the consent to exhaustion referred to in
Article 7(1) of the Directive, but rather relates to an act disposing of the trade mark rights, which is a
matter for the national law in question.

39 Articles 5 to 7 of the Directive embody a complete harmonisation of the rules relating to the rights
conferred by a trade mark and accordingly define the rights of proprietors of trade marks in the
Community (Silhouette, cited above, paragraphs 25 and 29).

40 Article 5 of the Directive confers on the trade mark proprietor exclusive rights entitling him, inter alia,
to prevent all third parties not having his consent from importing goods bearing the mark. Article 7(1)
contains an exception to that rule in that it provides that the trade mark proprietor's rights are exhausted
where goods have been put on the market in the EEA by the proprietor or with his consent.

41 It therefore appears that consent, which is tantamount to the proprietor's renunciation of his exclusive
right under Article 5 of the Directive to prevent all third parties from importing goods bearing his trade
mark, constitutes the decisive factor in the extinction of that right.

42 If the concept of consent were a matter for the national laws of the Member States, the consequence
for trade mark proprietors could be that protection would vary according to the legal system concerned.
The objective of the same protection under the legal systems of all the Member States set out in the ninth
recital in the preamble to Directive 89/104, where it is described as fundamental, would not be attained.

43 It therefore falls to the Court to supply a uniform interpretation of the concept of consent to the
placing of goods on the market within the EEA as referred to in Article 7(1) of the Directive.

44 The parties in the main proceedings, the German, Finnish and Swedish Governments and the EFTA
Surveillance Authority acknowledge, explicitly or in substance, that consent to the placing on the market
in the EEA of goods previously marketed outside that area may be express or implied. By contrast, the
French Government maintains that consent must be express. The Commission's view is that the question is
not whether consent must be express or implied, but rather whether the trade mark proprietor has had a
first opportunity to benefit from the exclusive rights he holds within the EEA.

45 In view of its serious effect in extinguishing the exclusive rights of the proprietors of the
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trade marks in issue in the main proceedings (rights which enable them to control the initial marketing in
the EEA), consent must be so expressed that an intention to renounce those rights is unequivocally
demonstrated.

46 Such intention will normally be gathered from an express statement of consent. Nevertheless, it is
conceivable that consent may, in some cases, be inferred from facts and circumstances prior to,
simultaneous with or subsequent to the placing of the goods on the market outside the EEA which, in the
view of the national court, unequivocally demonstrate that the proprietor has renounced his rights.

47 The answer to the first question referred in each of Cases C-414/99 to C-416/99 must therefore be that,
on a proper construction of Article 7(1) of the Directive, the consent of a trade mark proprietor to the
marketing within the EEA of products bearing that mark which have previously been placed on the market
outside the EEA by that proprietor or with his consent may be implied, where it is to be inferred from
facts and circumstances prior to, simultaneous with or subsequent to the placing of the goods on the
market outside the EEA which, in the view of the national court, unequivocally demonstrate that the
proprietor has renounced his right to oppose placing of the goods on the market within the EEA.

Whether implied consent may be inferred from the mere silence of a trade mark proprietor

48 By its second question and by Question 3(a)(i), (vi) and (vii) in Cases C-415/99 and C-416/99, and by
its second question in Case C-414/99, the national court seeks in essence to ascertain whether, having
regard to the facts of the disputes in the main proceedings, implied consent may be inferred:

- from the fact that the proprietor of the trade mark has not communicated to all subsequent purchasers of
the goods placed on the market outside the EEA his opposition to their being marketed within the EEA;

- from the fact that the goods carry no warning of a prohibition on their being placed on the market
within the EEA;

- from the fact that the trade mark proprietor has transferred the ownership of the products bearing the
trade mark without imposing any contractual reservations and that, according to the law governing the
contract, the property right transferred includes, in the absence of such reservations, an unlimited right to
resell or, at the very least, a right to market the goods subsequently within the EEA.

49 Referring in particular to Silhouette and Sebago and Maison Dubois, cited above, A &amp; G, Tesco
and Costco argue that the defendant in an action for infringement of a trade mark must be presumed to
have acted with the consent of the trade mark proprietor unless the latter proves the contrary.

50 In their opinion, if a trade mark proprietor wishes his exclusive rights to be reserved within the EEA,
he must ensure that:

- the goods bearing the trade mark carry a clear warning of the existence of such reservations, and

- that the reservations are stipulated in the contracts for the sale and resale of those goods.

51 A &amp; G contends that the clause in the contract concluded between Davidoff and its distributor in
Singapore under which the latter undertook to oblige his sub-distributors, sub-agents and/or retailers not to
resell the products outside the stipulated territory did not prevent the distributor or his sub-distributors,
sub-agents and/or retailers from selling those products to third parties within the distribution territory with
unlimited rights of resale. There is no evidence in the documents in the case in the main proceedings to
demonstrate that the goods in question were sold
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by the distributor, or his sub-distributors, sub-agents or retailers outside the distribution territory. In
addition, there was no notice on the goods or their packaging of any restrictions on resale and those goods
were purchased and then sold to A &amp; G without any restriction of that kind.

52 Tesco and Costco submit that where contracts for the acquisition of trade-marked goods placed on the
market outside the EEA contain no restrictions on their resale, it is irrelevant that the proprietor of the
mark may have made announcements or otherwise expressed the view that it did not wish those goods to
be sold in the EEA by the purchaser.

53 It follows from the answer to the first question referred in the three cases C-414/99 to C-416/99 that
consent must be expressed positively and that the factors taken into consideration in finding implied
consent must unequivocally demonstrate that the trade mark proprietor has renounced any intention to
enforce his exclusive rights.

54 It follows that it is for the trader alleging consent to prove it and not for the trade mark proprietor to
demonstrate its absence.

55 Consequently, implied consent to the marketing within the EEA of goods put on the market outside
that area cannot be inferred from the mere silence of the trade mark proprietor.

56 Likewise, implied consent cannot be inferred from the fact that a trade mark proprietor has not
communicated his opposition to marketing within the EEA or from the fact that the goods do not carry
any warning that it is prohibited to place them on the market within the EEA.

57 Finally, such consent cannot be inferred from the fact that the trade mark proprietor transferred
ownership of the goods bearing the mark without imposing contractual reservations or from the fact that,
according to the law governing the contract, the property right transferred includes, in the absence of such
reservations, an unlimited right of resale or, at the very least, a right to market the goods subsequently
within the EEA.

58 A rule of national law which proceeded upon the mere silence of the trade mark proprietor would not
recognise implied consent but rather deemed consent. This would not meet the need for consent positively
expressed required by Community law.

59 In so far as it falls to the Community legislature to determine the rights of a trade mark proprietor
within the Member States of the Community it would be unacceptable on the basis of the law governing
the contract for marketing outside the EEA to apply rules of law that have the effect of limiting the
protection afforded to the proprietor of a trade mark by Articles 5(1) and 7(1) of the Directive.

60 The answer to be given to the second question and to Question 3(a)(i), (vi) and (vii) in Cases
C-415/99 and C-416/99, and to the second question in Case C-414/99, must therefore be that implied
consent cannot be inferred:

- from the fact that the proprietor of the trade mark has not communicated to all subsequent purchasers of
the goods placed on the market outside the EEA his opposition to marketing within the EEA;

- from the fact that the goods carry no warning of a prohibition on their being placed on the market
within the EEA;

- from the fact that the trade mark proprietor has transferred the ownership of the products bearing the
trade mark without imposing any contractual reservations and that, according to the law governing the
contract, the property right transferred includes, in the absence of such reservations, an unlimited right of
resale or, at the very least, a right to market the goods subsequently within the EEA.

61 In light of that reply, it is unnecessary to answer the third question raised in Case C-414/99.

The consequence of ignorance, on the part of a trader importing goods bearing a trade mark into
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the EEA, of the trade mark proprietor's expressed opposition to such imports

62 By Question 3(a)(ii) to (v), raised in Cases C-415/99 and C-416/99, the national court is in essence
asking whether, with regard to exhaustion of the trade mark proprietor's exclusive rights, it is relevant:

- that the importer of the goods bearing the trade mark is not aware that the proprietor objects to their
being placed on the market in the EEA or sold there by traders other than authorised retailers, or

- that the authorised retailers and wholesalers have not imposed on their own purchasers contractual
reservations setting out such opposition, even though they have been informed of it by the trade mark
proprietor.

63 Those questions raise the issue of whether a restriction of the right to dispose freely of goods, imposed
on the first purchaser by the first vendor or agreed between the two parties to the sale, may be relied
upon as against a third party transferee.

64 That is a different question from those concerning the effect on trade mark rights of consent to
marketing within the EEA. Since such consent cannot be inferred from the proprietor's silence, preservation
of his exclusive right cannot depend on there being an express prohibition of marketing within the EEA,
which the proprietor is not obliged to impose, nor, a fortiori, on a repetition of that prohibition in one or
more of the contracts concluded in the distribution chain.

65 The national rules on the enforceability of sales restrictions against third parties are not, therefore,
relevant to the resolution of a dispute between the proprietor of a trade mark and a subsequent trader in
the distribution chain concerning the preservation or extinction of the rights conferred by the trade mark.

66 The answer to be given to Question 3(a)(ii) to (v), raised in Cases C-415/99 and C-416/99, must
therefore be that with regard to exhaustion of the trade mark proprietor's exclusive rights, it is not
relevant:

- that the importer of goods bearing the trade mark is not aware that the proprietor objects to their being
placed on the market in the EEA or sold there by traders other than authorised retailers, or

- that the authorised retailers and wholesalers have not imposed on their own purchasers contractual
reservations setting out such opposition, even though they have been informed of it by the trade mark
proprietor.

67 In light of that answer and of those given above, it is unnecessary to reply to Question 3(b), raised in
Cases C-415/99 and C-416/99.

The questions relating to Article 7(2) of the Directive

68 In light of the answers to the foregoing questions, resolution of the disputes in the main proceedings
does not call for any answer to the fourth, fifth and sixth questions raised in Case C-414/99.
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Judgment of the Court
of 18 June 2002

Koninklijke Philips Electronics NV v Remington Consumer Products Ltd. Reference for a
preliminary ruling: Court of Appeal (England &amp; Wales) (Civil Division) - United Kingdom.

Approximation of laws - Trade marks - Directive 89/104/EEC - Articles 3(1) and (3), 5(1) and 6(1)(b)
- Signs capable of being trade marks - Signs consisting exclusively of the shape of the product. Case

C-299/99.

1. Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Trade mark devoid of distinctive character - Relation between
the provisions of Article 3(1)(b), (c) and (d) and 3(3), on the one hand, and Article 3(1)(a), on the other

(Council Directive 89/104, Art. 3(1)(a), (b), (c) and (d) and Art. 3(3))

2. Approximation of laws - Trade marks - Directive 89/104 - Signs capable of constituting a trade mark -
Determination whether a trade mark has a distinctive character - Criteria - Capricious addition - Criterion
not necessary

(Council Directive 89/104, Art. 2)

3. Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Trade mark devoid of distinctive character - Distinctive
character acquired by use - Meaning - Criteria

(Council Directive 89/104, Art. 3(3))

4. Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Sign consisting of the shape of the product necessary to
obtain a technical result - Meaning - Existence of other shapes which allow the same technical result to be
obtained - Not relevant to the ground for refusal

(Council Directive 89/104, Art. 3(1)(e))

$$1. There is no category of marks which is not excluded from registration by Article 3(1)(b), (c) and (d)
and Article 3(3) of Directive 89/104 to approximate the laws of the Member States relating to trade marks
which is none the less excluded from registration by Article 3(1)(a) thereof on the ground that such marks
are incapable of distinguishing the goods of the proprietor of the mark from those of other undertakings.

(see para. 40, operative part, para. 1 )

2. In order to be capable of distinguishing an article for the purposes of Article 2 of Directive 89/104 to
approximate the laws of the Member States relating to trade marks, the shape of the article in respect of
which the sign is registered does not require any capricious addition, such as an embellishment which has
no functional purpose. The criteria for assessing the distinctive character of three-dimensional trade marks
are no different from those to be applied to other categories of trade mark and the shape in question must
simply be capable of distinguishing the product of the proprietor of the trade mark from those of other
undertakings and thus of fulfilling its essential purpose of guaranteeing the origin of the product.

(see paras 48 to 50, operative part, para. 2 )

3. Where a trader has been the only supplier of particular goods to the market, extensive use of a sign
which consists of the shape of those goods may be sufficient to give the sign a distinctive character for
the purposes of Article 3(3) of Directive 89/104 to approximate the laws of the Member States relating to
trade marks, in circumstances where, as a result of that use, a substantial proportion of the relevant class
of persons associates that shape with that trader and no other

© An extract from a JUSTIS database



61999J0299 European Court reports 2002 Page I-05475 2

undertaking or believes that goods of that shape come from that trader. However, it is for the national
court to verify that the circumstances in which the requirement under that provision is satisfied are shown
to exist on the basis of specific and reliable data, that the presumed expectations of an average consumer
of the category of goods or services in question, who is reasonably well-informed and reasonably
observant and circumspect, are taken into account and that the identification, by the relevant class of
persons, of the product as originating from a given undertaking is as a result of the use of the mark as a
trade mark.

(see para. 65, operative part, para. 3 )

4. Article 3(1)(e), second indent, of Directive 89/104 to approximate the laws of the Member States
relating to trade marks must be interpreted to mean that a sign consisting exclusively of the shape of a
product is unregistrable by virtue thereof if it is established that the essential functional features of that
shape are attributable only to the technical result. Moreover, the ground for refusal or invalidity of
registration imposed by that provision cannot be overcome by establishing that there are other shapes
which allow the same technical result to be obtained.

(see para. 84, operative part, para. 4 )

In Case C-299/99,

REFERENCE to the Court under Article 234 EC by the Court of Appeal (England and Wales) (Civil
Division) (United Kingdom) for a preliminary ruling in the proceedings pending before that court between

Koninklijke Philips Electronics NV

and

Remington Consumer Products Ltd,

on the interpretation of Articles 3(1) and (3), 5(1) and 6(1)(b) of First Council Directive 89/104/EEC of
21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40,
p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, P. Jann, F. Macken (Rapporteur), N. Colneric and S. von
Bahr (Presidents of Chambers), C. Gulmann, D.A.O. Edward, A. La Pergola, J.-P. Puissochet, J.N. Cunha
Rodrigues and C.W.A. Timmermans, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: D. Louterman-Hubeau, Head of Division,

after considering the written observations submitted on behalf of:

- Koninklijke Philips Electronics NV, by H. Carr QC and D. Anderson QC, and by Professor W.A.
Hoyng, instructed initially by Eversheds Solicitors, and, subsequently, by Allen &amp; Overy, Solicitors,

- Remington Consumer Products Ltd, by Lochners Technology Solicitors, Solicitors,

- the United Kingdom Government, by R. Magrill, acting as Agent, and S. Moore, Barrister,

- the French Government, by K. Rispal-Bellanger and A. Maitrepierre, acting as Agents,

- the Commission of the European Communities, by K. Banks, acting as Agent,

having regard to the Report for the Hearing,
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after hearing the oral observations of Koninklijke Philips Electronics NV, represented by H. Carr and
W.A. Hoyng; of Remington Consumer Products Ltd, represented by S. Thorley QC and R. Wyand QC; of
the United Kingdom Government, represented by R. Magrill, assisted by D. Alexander, Barrister; and of
the Commission, represented by K. Banks, at the hearing on 29 November 2000,

after hearing the Opinion of the Advocate General at the sitting on 23 January 2001,

gives the following

Judgment

Costs

86 The costs incurred by the French and United Kingdom Governments and by the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, for the parties
to the main proceedings, a step in the action pending before the national court, the decision on costs is a
matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Court of Appeal (England and Wales) (Civil Division) by
order of 5 May 1999, hereby rules:

1. There is no category of marks which is not excluded from registration by Article 3(1)(b), (c) and (d)
and Article 3(3) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks which is none the less excluded from registration by Article
3(1)(a) thereof on the ground that such marks are incapable of distinguishing the goods of the proprietor
of the mark from those of other undertakings.

2. In order to be capable of distinguishing an article for the purposes of Article 2 of the Directive, the
shape of the article in respect of which the sign is registered does not require any capricious addition,
such as an embellishment which has no functional purpose.

3. Where a trader has been the only supplier of particular goods to the market, extensive use of a sign
which consists of the shape of those goods may be sufficient to give the sign a distinctive character for
the purposes of Article 3(3) of Directive 89/104 in circumstances where, as a result of that use, a
substantial proportion of the relevant class of persons associates that shape with that trader and no other
undertaking or believes that goods of that shape come from that trader. However, it is for the national
court to verify that the circumstances in which the requirement under that provision is satisfied are shown
to exist on the basis of specific and reliable data, that the presumed expectations of an average consumer
of the category of goods or services in question, who is reasonably well-informed and reasonably
observant and circumspect, are taken into account and that the identification, by the relevant class of
persons, of the product as originating from a given undertaking is as a result of the use of the mark as a
trade mark.

4. Article 3(1)(e), second indent, of Directive 89/104 must be interpreted to mean that a sign consisting
exclusively of the shape of a product is unregistrable by virtue thereof if it is established that the essential
functional features of that shape are attributable only to the technical result. Moreover, the ground for
refusal or invalidity of registration imposed by that provision cannot be overcome by establishing that
there are other shapes which allow the same technical result to be obtained.

1 By order of 5 May 1999, received at the Court on 9 August 1999, the Court of Appeal (England
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and Wales) (Civil Division) referred for a preliminary ruling under Article 234 EC seven questions
concerning the interpretation of Articles 3(1) and (3), 5(1) and 6(1)(b) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1, hereinafter the Directive).

2 Those questions have arisen in a dispute between Koninklijke Philips Electronics NV (Philips) and
Remington Consumer Products Ltd (Remington) concerning an action for infringement of a trade mark
which Philips had registered on the basis of use under the Trade Marks Act 1938.

Legal context

Community legislation

3 The purpose of the Directive is, as the first recital in its preamble states, to approximate the laws of the
Member States on trade marks in order to remove existing disparities which may impede the free
movement of goods and freedom to provide services and may distort competition within the common
market.

4 However, according to the third recital in its preamble, the Directive is not intended to effect full-scale
approximation of the laws of the Member States relating to trade marks.

5 Article 2 of the Directive provides, under the heading Signs of which a trade mark may consist:

A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.

6 Article 3 of the Directive, which lists the grounds for refusal or invalidity of registration, provides:

1. The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin, or the time of production of the
goods or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the
current language or in the bona fide and established practices of the trade;

(e) signs which consist exclusively of:

- the shape which results from the nature of the goods themselves, or

- the shape of goods which is necessary to obtain a technical result, or

- the shape which gives substantial value to the goods;

...

3. A trade mark shall not be refused registration or be declared invalid in accordance with paragraph 1(b),
(c) or (d) if, before the date of application for registration and following the use which has been made of
it, it has acquired a distinctive character. Any Member State may in addition provide that this provision
shall also apply where the distinctive character was acquired after the date of application for registration or
after the date of registration.
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...

7 Article 5(1), which concerns the rights conferred by a trade mark, provides:

The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

8 Article 6 of the Directive provides, under the heading Limitation of the effects of a trade mark:

1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

(a) his own name or address;

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time
of production of goods or of rendering of the service, or other characteristics of goods or services;

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in
particular as accessories or spare parts;

provided he uses them in accordance with honest practices in industrial or commercial matters.

...

National legislation

9 Trade mark registration in the United Kingdom was formerly governed by the Trade Marks Act 1938.
That Act was repealed and replaced by the Trade Marks Act 1994, which implements the Directive and
contains the new law on registered trade marks.

10 On the basis of Schedule 3 of the Trade Marks Act 1994, trade marks registered under the Trade
Marks Act 1938 may be considered to have the same effect as if they had been registered under the 1994
Act.

The main proceedings and the questions referred

11 In 1966, Philips developed a new type of three-headed rotary electric shaver. In 1985, Philips filed an
application to register a trade mark consisting of a graphic representation of the shape and configuration of
the head of such a shaver, comprising three circular heads with rotating blades in the shape of an
equilateral triangle. That trade mark was registered on the basis of use under the Trade Marks Act 1938.

12 In 1995, Remington, a competing company, began to manufacture and sell in the United Kingdom the
DT 55, which is a shaver with three rotating heads forming an equilateral triangle, shaped similarly to that
used by Philips.

13 Philips accordingly sued Remington for infringement of its trade mark. Remington counter-claimed for
revocation of the trade mark registered by Philips.
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14 The High Court of Justice of England and Wales, Chancery Division (Patents Court) (United
Kingdom), allowed the counter-claim and ordered revocation of the registration of the Philips trade mark
on the ground that the sign relied on by Philips was incapable of distinguishing the goods concerned from
those of other undertakings and was devoid of any distinctive character. The High Court also held that the
trade mark consisted exclusively of a sign which served in trade to designate the intended purpose of the
goods and of a shape which was necessary to obtain a technical result and which gave substantial value to
the goods. It went on to hold that, even if the trade mark had been valid, it would not have been
infringed.

15 Philips appealed to the Court of Appeal against that decision of the High Court.

16 As the arguments of the parties raised questions relating to the interpretation of the Directive, the Court
of Appeal (England and Wales) (Civil Division) decided to stay proceedings and to refer the following
questions to the Court of Justice for a preliminary ruling:

1. Is there a category of marks which is not excluded from registration by Article 3(1)(b), (c) and (d) and
Article 3(3) of Council Directive 89/104/EEC which is none the less excluded from registration by Article
3(1)(a) of the Directive (as being incapable of distinguishing the goods of the proprietor from those [of]
other undertakings)?

2. Is the shape (or part of the shape) of an article (being the article in respect of which the sign is
registered) only capable of distinguishing for the purposes of Article 2 if it contains some capricious
addition (being an embellishment which has no functional purpose) to the shape of the article?

3. Where a trader has been the only supplier of particular goods to the market, is extensive use of a sign,
which consists of the shape (or part of the shape) of those goods and which does not include any
capricious addition, sufficient to give the sign a distinctive character for the purposes of Article 3(3) in
circumstances where as a result of that use a substantial proportion of the relevant trade and public

(a) associate the shape with that trader and no other undertaking;

(b) believe that goods of that shape come from that trader absent a statement to the contrary?

4. (a) Can the restriction imposed by the words "if it consists exclusively of the shape of goods which is
necessary to achieve a technical result" appearing in Article 3(1)(e)(ii) be overcome by establishing that
there are other shapes which can obtain the same technical result or

(b) is the shape unregistrable by virtue thereof if it is shown that the essential features of the shape are
attributable only to the technical result or

(c) is some other and, if so, what test appropriate for determining whether the restriction applies?

5. Article 3(1)(c) of the Directive applies to "trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose... of the goods or
service". Article 6(1)(b) of the Directive applies to the use by a third party of "indications concerning the
kind, quality, quantity, intended purpose... of goods or services". The word "exclusively" thus appears in
Article 3(1)(c) and is omitted in Article 6(1)(b) of the Directive[.] On a proper interpretation of the
Directive, does this omission mean that, even if a mark consisting of the shape of goods is validly
registered, it is not infringed by virtue of Article 6(1)(b) in circumstances where

(a) the use of the shape of goods complained of is and would be taken as an indication as to the kind of
goods or the intended purpose thereof and

(b) a substantial proportion of the relevant trade and public believe that goods of that shape come
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from the trade mark proprietor, absent a statement to the contrary?

6. Does the exclusive right granted by Article 5(1) extend to enable the proprietor to prevent third parties
using identical or similar signs in circumstances where that use was not such as to indicate origin or is it
limited so as to prevent only use which wholly or in part does indicate origin?

7. Is use of an allegedly infringing shape of goods, which is and would be seen as an indication as to the
kind of goods or the intended purpose thereof, none the less such as to indicate origin if a substantial
proportion of the relevant trade and public believe that goods of the shape complained of come from the
trade mark proprietor absent a statement to the contrary?

17 By application lodged at the Court Registry on 25 April 2001, Philips requested the reopening of the
oral procedure, which was closed on 23 January 2001 following the delivery of the Opinion of the
Advocate General, and/or the joinder of the present case with Case C-53/01 Linde AG, Case C-54/01
Winward Industries and Case C-55/01 Rado, in which requests for preliminary rulings referred by the
Bundesgerichtshof (Federal Court of Justice) (Germany) had been lodged with the Court Registry on 8
February 2001.

18 In support of its application, Philips submits that, before replying to the referring court in the present
case, it would be sensible to take account of the views of the Bundesgerichtshof in the cases mentioned in
the previous paragraph, which raise similar questions, and thus to give the parties concerned an
opportunity to submit their observations in that connection.

19 By letters of 8 and 16 May 2001, Remington opposed the request for reopening and/or joinder.

20 The Court may of its own motion, on a proposal from the Advocate General or at the request of the
parties, order that the oral procedure be reopened, in accordance with Article 61 of its Rules of Procedure,
if it considers that it lacks sufficient information, or that the case must be dealt with on the basis of an
argument which has not been debated between the parties (see Joined Cases C-270/97 and C-271/97
Deutsche Post [2000] ECR I-929, paragraph 30).

21 The Court considers that it is not appropriate to join this case to those mentioned in paragraph 17 of
this judgment and that it has all the information it needs to answer the questions raised in the main
proceedings.

22 The application made by Philips must therefore be dismissed.

The first question

23 By its first question the referring court seeks to know whether there is a category of marks which is
not excluded from registration by Article 3(1)(b), (c) and (d) and Article 3(3) of the Directive which is
none the less excluded from registration by Article 3(1)(a) thereof on the ground that such marks are
incapable of distinguishing the goods of the proprietor from those of other undertakings.

24 According to Philips, by this question the national court seeks to know whether there is a special class
of marks which, even though distinctive in fact, are none the less incapable of distinguishing as a matter
of law. Philips submits that this cannot be the case, in the light of the Court's reasoning in its judgment in
Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779. Subject to the exception
in Article 3(1)(e) of the Directive, if a shape has acquired a distinctive character in accordance with
Article 3(3), the grounds for refusal or invalidity listed in Article 3(1)(a) to (d) cannot apply and the shape
cannot be considered devoid of distinctive character as a matter of law.

25 Remington contends that there is a significant difference between signs which do not fulfil
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the conditions laid down in Article 2 of the Directive in that they are not capable of distinguishing the
products of one undertaking from those of another, referred to in Article 3(1)(a) of that Directive, and
marks which do not meet the criteria listed in Article 3(1)(b), (c) and (d) thereof. Whereas the former can
never be registered, even on proof of extensive use, the latter can be registered, under Article 3(3), on
proof of a distinctive character arising from such use.

26 The United Kingdom Government submits that if a sign which on its face is non-distinctive is
nevertheless proved to have acquired a distinctive character, that sign must in fact be capable of
distinguishing the goods of one undertaking from those of others within the meaning of Article 2 of the
Directive. In its judgment in Windsurfing Chiemsee, cited above, the Court made the point that the
Directive permits the registration of highly descriptive words, which prima facie would not be capable of
distinguishing the goods or services of one undertaking from those of other undertakings within the
meaning of Article 2, where those words have in fact acquired a distinctive character within the meaning
of Article 3(3) and, accordingly, a secondary meaning as a trade mark.

27 The French Government submits that the Directive does not in itself exclude from registration a
particular category of trade marks. Article 3 of the Directive may lead on a case-by-case basis to the
exclusion of signs from trade mark protection but it must not be interpreted as excluding from such
protection a category of signs per se.

28 The Commission contends that a mark which has acquired a distinctive character within the meaning of
Article 3(3) of the Directive cannot be excluded from registration on the basis of Article 3(1)(a) thereof on
the ground that it is incapable of distinguishing the goods of the trade mark proprietor from those of other
undertakings.

Findings of the Court

29 In this connection, it should be recalled to begin with that, as stated in the tenth recital in the preamble
to the Directive, the purpose of the protection afforded by a trade mark is inter alia to guarantee the trade
mark as an indication of origin.

30 Moreover, according to the case-law of the Court, the essential function of a trade mark is to guarantee
the identity of the origin of the marked product to the consumer or end-user by enabling him, without any
possibility of confusion, to distinguish the product or service from others which have another origin, and
for the trade mark to be able to fulfil its essential role in the system of undistorted competition which the
Treaty seeks to establish, it must offer a guarantee that all the goods or services bearing it have originated
under the control of a single undertaking which is responsible for their quality (see, in particular, Case
C-349/95 Loendersloot [1997] ECR I-6227, paragraphs 22 and 24, and Case C-39/97 Canon [1998] ECR
I-5507, paragraph 28).

31 That essential function of the trade mark is also clear from the wording and the structure of the various
provisions of the Directive concerning the grounds for refusal of registration.

32 First of all, Article 2 of the Directive provides that all signs may constitute trade marks provided that
they are capable both of being represented graphically and of distinguishing the goods or services of one
undertaking from those of other undertakings.

33 Second, under the rule laid down by Article 3(1)(b), (c) and (d), trade marks which are devoid of any
distinctive character, descriptive marks, and marks which consist exclusively of indications which have
become customary in the current language or in the bona fide and established practices of the trade are to
be refused registration or declared invalid if registered (Windsurfing Chiemsee, cited above, paragraph 45).

34 Finally, Article 3(3) of the Directive adds a significant qualification to the rule laid down by Article
3(1)(b), (c) and (d) in that it provides that a sign may, through use, acquire a distinctive
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character which it initially lacked and thus be registered as a trade mark. It is therefore through the use
made of it that the sign acquires the distinctive character which is a prerequisite for its registration (see
Windsurfing Chiemsee, paragraph 44).

35 As the Court observed at paragraph 46 of its judgment in Windsurfing Chiemsee, just as distinctive
character is one of the general conditions for registering a trade mark under Article 3(1)(b), distinctive
character acquired through use means that the mark must serve to identify the product in respect of which
registration is applied for as originating from a particular undertaking, and thus to distinguish that product
from goods of other undertakings.

36 It is true that Article 3(1)(a) of the Directive provides that signs which cannot constitute a trade mark
are to be refused registration or if registered are liable to be declared invalid.

37 However, it is clear from the wording of Article 3(1)(a) and the structure of the Directive that that
provision is intended essentially to exclude from registration signs which are not generally capable of
being a trade mark and thus cannot be represented graphically and/or are not capable of distinguishing the
goods or services of one undertaking from those of other undertakings.

38 Accordingly, Article 3(1)(a) of the Directive, like the rule laid down by Article 3(1)(b), (c) and (d),
precludes the registration of signs or indications which do not meet one of the two conditions imposed by
Article 2 of the Directive, that is to say, the condition requiring such signs to be capable of distinguishing
the goods or services of one undertaking from those of other undertakings.

39 It follows that there is no class of marks having a distinctive character by their nature or by the use
made of them which is not capable of distinguishing goods or services within the meaning of Article 2 of
the Directive.

40 In the light of those considerations, the answer to the first question must be that there is no category
of marks which is not excluded from registration by Article 3(1)(b), (c) and (d) and Article 3(3) of the
Directive which is none the less excluded from registration by Article 3(1)(a) thereof on the ground that
such marks are incapable of distinguishing the goods of the proprietor of the mark from those of other
undertakings.

The second question

41 By its second question, the national court seeks to know whether the shape of an article (being the
article in respect of which the sign is registered) is capable of distinguishing for the purposes of Article 2
of the Directive only if it contains some capricious addition, such as an embellishment which has no
functional purpose.

42 As to that, Philips submits that if, contrary to its argument relating to the first question, there is a
category of marks which can be shown to have acquired a distinctive character, but which are nevertheless
incapable of distinguishing goods, it is not appropriate to use the capricious addition test formulated by the
referring court in order to ascertain which marks come within that category. If it were necessary to create
a special category of marks which are not capable of distinguishing those goods, even though they have,
in fact, a distinctive character, Philips suggests that an alternative test would be to ask whether the mark
in question is the only practical way of describing the goods concerned.

43 Remington, in contrast, contends that if the shape of an article contains no capricious addition, it will
consist solely of a functional shape which will be incapable of distinguishing goods made to that shape
from the same goods of another undertaking. A capricious addition alone is capable of acting as an
indication of origin in such cases. Moreover, Remington contends that the degree of descriptiveness is an
important factor, so that the more descriptive the sign, the less distinctive
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it will be. Accordingly, a wholly descriptive sign cannot be capable of distinguishing goods and the
presence of a capricious addition is necessary to give a sign the ability to develop distinctive character.

44 The United Kingdom Government submits in this regard that it is not helpful to consider whether a
sign consisting of a shape contains some capricious addition or embellishment as a means of assessing
whether it is capable of distinguishing for the purposes of Article 2 of the Directive.

45 According to the French Government, there is nothing in the provisions of Articles 2 and 3 of the
Directive to suggest that the shape of an article can be capable of distinguishing that article from those of
other undertakings only if it contains some capricious addition, consisting of an embellishment which has
no functional purpose.

46 In the light of its observations relating to the first question, the Commission proposes not to reply to
the second question. In any event, it observes that Articles 2 and 3(1)(a) of the Directive do not constitute
a separate ground for refusing registration of a sign in connection with a lack of distinctiveness.

Findings of the Court

47 First, it is clear from Article 2 of the Directive that a trade mark has distinctive character if it serves to
distinguish, according to their origin, the goods or services in respect of which registration has been
applied for. It is sufficient, as is clear from paragraph 30 of this judgment, for the trade mark to enable
the public concerned to distinguish the product or service from others which have another commercial
origin, and to conclude that all the goods or services bearing it have originated under the control of the
proprietor of the trade mark to whom responsibility for their quality can be attributed.

48 Second, Article 2 of the Directive makes no distinction between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks, such as that at issue in
the main proceedings, are thus no different from those to be applied to other categories of trade mark.

49 In particular, the Directive in no way requires that the shape of the article in respect of which the sign
is registered must include some capricious addition. Under Article 2 of the Directive, the shape in question
must simply be capable of distinguishing the product of the proprietor of the trade mark from those of
other undertakings and thus fulfil its essential purpose of guaranteeing the origin of the product.

50 In the light of those considerations, the answer to the second question must be that, in order to be
capable of distinguishing an article for the purposes of Article 2 of the Directive, the shape of the article
in respect of which the sign is registered does not require any capricious addition, such as an
embellishment which has no functional purpose.

The third question

51 By its third question, the referring court essentially seeks to know whether, where a trader has been the
only supplier of particular goods to the market, extensive use of a sign which consists of the shape of
those goods is sufficient to give the sign a distinctive character for the purposes of Article 3(3) of the
Directive in circumstances where, as a result of that use, a substantial proportion of the relevant class of
persons associates the shape with that trader, and no other undertaking, or believes that goods of that
shape come from that trader in the absence of a statement to the contrary.

52 According to Philips, the criterion in Article 3(3) of the Directive is satisfied where, because of
extensive use of a particular shape, the relevant trade and public believe that goods of that
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shape come from a particular undertaking. Moreover, Philips submits that a long-standing de facto
monopoly on products with the relevant shape is important evidence which supports the acquisition of
distinctiveness. If a trader wishes to base an application for registration upon distinctiveness acquired
through use, a de facto monopoly is almost a prerequisite for such registration.

53 Remington submits that in the case of a shape which is made up of functional features only, strong
evidence is required that the shape itself has been used also as an indication of origin so as to confer on
that shape a sufficient secondary meaning to justify registration. Where there has been a monopoly
supplier of goods, particular care needs to be taken to ensure that the factual analysis is focused on the
relevant matters.

54 The United Kingdom Government submits that any shape which is refused registration under Article
3(1)(e) of the Directive cannot be protected by Article 3(3) since the latter applies only to signs that
would otherwise be declared invalid under Article 3(1)(b), (c) or (d), and not to those that fall within the
scope of Article 3(1)(e). Assuming, however, that the shape is not excluded from registration pursuant to
the latter provision, the United Kingdom Government submits that the requirements of Article 3(3) are not
satisfied where the public's recognition has come about not because of the trade mark but because of the
monopoly on the supply of the goods.

55 The French Government submits that the third question should be answered in the affirmative. The
distinctive character required by Article 3(3) of the Directive may perfectly well be constituted by the fact
that, as a result of use, a substantial proportion of the relevant trade and public associate the shape of the
goods with a given trader and no other undertaking and believe that goods of that shape come from that
trader.

56 In the Commission's view, whether the distinctive character was acquired in a monopoly situation or in
some other way, the requirements of Article 3(3) are satisfied as long as a substantial proportion of the
relevant public believes that goods bearing the mark in question come from a particular undertaking.

Findings of the Court

57 In that regard, it must first be observed that if a shape is refused registration pursuant to Article 3(1)(e)
of the Directive, interpretation of which is the subject of the fourth question, it can in no circumstances be
registered by virtue of Article 3(3).

58 However, Article 3(3) of the Directive provides that a mark which is refused registration under Article
3(1)(b), (c) or (d) may acquire, following the use made of it, a distinctive character which it did not have
initially and can thus be registered as a trade mark. It is thus through use that the mark acquires the
distinctive character which is the precondition of registration.

59 The distinctive character of a mark, including that acquired by use, must be assessed in relation to the
goods or services in respect of which registration is applied for.

60 As is clear from paragraph 51 of the judgment in Windsurfing Chiemsee, in assessing the distinctive
character of a mark in respect of which registration has been applied for, the following may inter alia also
be taken into account: the market share held by the mark; how intensive, geographically widespread and
long-standing use of the mark has been; the amount invested by the undertaking in promoting the mark;
the proportion of the relevant class of persons who, because of the mark, identify goods as originating
from a particular undertaking; and statements from chambers of commerce and industry or other trade and
professional associations.

61 The Court has also held that if, on the basis of those factors, the competent authority finds that the
relevant class of persons, or at least a significant proportion thereof, identify goods as originating from a
particular undertaking because of the trade mark, it must in any event hold that the requirement for
registering the mark laid down in Article 3(3) of the Directive is satisfied
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(Windsurfing Chiemsee, paragraph 52).

62 However, it must first be pointed out that the Court has made clear that the circumstances in which the
requirement under Article 3(3) of the Directive may be regarded as satisfied cannot be shown to exist
solely by reference to general, abstract data, such as predetermined percentages (Windsurfing Chiemsee,
paragraph 52).

63 Second, the distinctive character of a sign consisting in the shape of a product, even that acquired by
the use made of it, must be assessed in the light of the presumed expectations of an average consumer of
the category of goods or services in question, who is reasonably well-informed and reasonably observant
and circumspect (see, to that effect, the judgment in Case C-210/96 Gut Springenheide and Tusky [1998]
ECR I-4657, paragraph 31).

64 Finally, the identification, by the relevant class of persons, of the product as originating from a given
undertaking must be as a result of the use of the mark as a trade mark and thus as a result of the nature
and effect of it, which make it capable of distinguishing the product concerned from those of other
undertakings.

65 In the light of those considerations, the answer to the third question must be that, where a trader has
been the only supplier of particular goods to the market, extensive use of a sign which consists of the
shape of those goods may be sufficient to give the sign a distinctive character for the purposes of Article
3(3) of the Directive in circumstances where, as a result of that use, a substantial proportion of the
relevant class of persons associates that shape with that trader and no other undertaking or believes that
goods of that shape come from that trader. However, it is for the national court to verify that the
circumstances in which the requirement under that provision is satisfied are shown to exist on the basis of
specific and reliable data, that the presumed expectations of an average consumer of the category of goods
or services in question, who is reasonably well-informed and reasonably observant and circumspect, are
taken into account and that the identification, by the relevant class of persons, of the product as
originating from a given undertaking is as a result of the use of the mark as a trade mark.

The fourth question

66 By its fourth question the referring court is essentially asking whether Article 3(1)(e), second indent, of
the Directive must be interpreted to mean that a sign consisting exclusively of the shape of a product is
unregistrable by virtue of that provision if it is established that the essential functional features of the
shape are attributable only to the technical result. It also seeks to know whether the ground for refusal or
invalidity of the registration imposed by that provision can be overcome by establishing that there are
other shapes which can obtain the same technical result.

67 In that regard, Philips submits that the purpose of that provision of the Directive is to prevent the
obtaining of a monopoly in a particular technical result by means of trade mark protection. However, the
registration of a mark consisting of a shape which has a technical result imposes no unreasonable restraint
on industry and innovation if that technical result can be obtained by other shapes which are readily
available to competitors. According to Philips, there are many alternatives to the shape constituting the
trade mark at issue which would achieve the same technical result in shaving terms at an equivalent cost
to that of its products.

68 According to Remington, the clear meaning of Article 3(1)(e) of the Directive is that a shape that is
necessary to achieve a technical result, in the sense that it performs a function in achieving that result but
is not necessarily the only shape that can achieve that function, must be excluded from registration. The
construction argued for by Philips would render the exclusion so narrow as to be useless and would
require a technical evaluation of alternative designs, which would mean
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that the Directive could not ensure protection of the public interest.

69 The United Kingdom Government submits that registration must be refused if the essential features of
the shape of which the sign consists are attributable only to the technical result.

70 According to the French Government, the purpose of the exclusion provided for in Article 3(1)(e),
second indent, is to prevent the protection of technical creations, which is limited in time, from being
circumvented by recourse to the rules on trade marks, the effects of which are potentially longer lasting.

71 Both the French Government and the United Kingdom Government take the view that the ground for
refusal of registration under Article 3(1)(e), second indent, of the Directive cannot be overcome by
establishing that there are other shapes capable of achieving the same technical result.

72 Given the legislative history of Article 3(1)(e), second indent, and the need to construe exceptions
narrowly, the Commission is of the view that the relevant criterion is the availability of alternative shapes
to achieve the desired technical result.

Findings of the Court

73 It must first be observed in this regard that, under Article 2 of the Directive, a trade mark may, as a
rule, consist of any sign capable both of being represented graphically and of distinguishing the goods or
services of one undertaking from those of other undertakings.

74 Second, it must also be borne in mind that the grounds for refusal to register signs consisting of the
shape of a product are expressly listed in Article 3(1)(e) of the Directive. Under that provision, signs
which consist exclusively of the shape which results from the nature of the goods themselves, or the shape
of the goods which is necessary to obtain a technical result, or the shape which gives substantial value to
the goods cannot be registered or if registered are liable to be declared invalid. According to the seventh
recital in the preamble to the Directive, those grounds for refusal have been listed in an exhaustive
manner.

75 Finally, the marks which may be refused registration on the grounds listed in Article 3(1)(b), (c) or (d)
of the Directive may under Article 3(3) acquire a distinctive character through the use made of them.
However, a sign which is refused registration under Article 3(1)(e) of the Directive can never acquire a
distinctive character for the purposes of Article 3(3) by the use made of it.

76 Article 3(1)(e) thus concerns certain signs which are not such as to constitute trade marks and is a
preliminary obstacle liable to prevent a sign consisting exclusively of the shape of a product from being
registrable. If any one of the criteria listed in Article 3(1)(e) is satisfied, a sign consisting exclusively of
the shape of the product or of a graphic representation of that shape cannot be registered as a trade mark.

77 The various grounds for refusal of registration listed in Article 3 of the Directive must be interpreted in
the light of the public interest underlying each of them (see, to that effect, Windsurfing Chiemsee,
paragraphs 25 to 27).

78 The rationale of the grounds for refusal of registration laid down in Article 3(1)(e) of the Directive is
to prevent trade mark protection from granting its proprietor a monopoly on technical solutions or
functional characteristics of a product which a user is likely to seek in the products of competitors. Article
3(1)(e) is thus intended to prevent the protection conferred by the trade mark right from being extended,
beyond signs which serve to distinguish a product or service from those offered by competitors, so as to
form an obstacle preventing competitors from freely offering for sale products incorporating such technical
solutions or functional characteristics in competition with the proprietor of the trade mark.

© An extract from a JUSTIS database



61999J0299 European Court reports 2002 Page I-05475 14

79 As regards, in particular, signs consisting exclusively of the shape of the product necessary to obtain a
technical result, listed in Article 3(1)(e), second indent, of the Directive, that provision is intended to
preclude the registration of shapes whose essential characteristics perform a technical function, with the
result that the exclusivity inherent in the trade mark right would limit the possibility of competitors
supplying a product incorporating such a function or at least limit their freedom of choice in regard to the
technical solution they wish to adopt in order to incorporate such a function in their product.

80 As Article 3(1)(e) of the Directive pursues an aim which is in the public interest, namely that a shape
whose essential characteristics perform a technical function and were chosen to fulfil that function may be
freely used by all, that provision prevents such signs and indications from being reserved to one
undertaking alone because they have been registered as trade marks (see, to that effect, Windsurfing
Chiemsee, paragraph 25).

81 As to the question whether the establishment that there are other shapes which could achieve the same
technical result can overcome the ground for refusal or invalidity contained in Article 3(1)(e), second
indent, there is nothing in the wording of that provision to allow such a conclusion.

82 In refusing registration of such signs, Article 3(1)(e), second indent, of the Directive reflects the
legitimate aim of not allowing individuals to use registration of a mark in order to acquire or perpetuate
exclusive rights relating to technical solutions.

83 Where the essential functional characteristics of the shape of a product are attributable solely to the
technical result, Article 3(1)(e), second indent, precludes registration of a sign consisting of that shape,
even if that technical result can be achieved by other shapes.

84 In the light of those considerations, the answer to the fourth question must be that Article 3(1)(e),
second indent, of the Directive must be interpreted to mean that a sign consisting exclusively of the shape
of a product is unregistrable by virtue thereof if it is established that the essential functional features of
that shape are attributable only to the technical result. Moreover, the ground for refusal or invalidity of
registration imposed by that provision cannot be overcome by establishing that there are other shapes
which allow the same technical result to be obtained.

85 The referring court makes clear that consideration of the questions relating to the infringement would
not be required if its interpretation of Article 3 were to be upheld by the Court of Justice. As the answer
to the fourth question confirms that interpretation, there is no need to reply to the fifth, sixth and seventh
questions.
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Judgment of the Court (Sixth Chamber)
of 22 June 2000

Marca Mode CV v Adidas AG and Adidas Benelux BV.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Directive 89/104/EEC - Article 5(1)(b) - Trade marks - Likelihood of confusion - Likelihood of
association between the sign and the trade mark.

Case C-425/98.

Approximation of laws - Trade marks - Directive 89/104 - Right for the owner of a registered trade mark
to contest its unlawful use - Particularly distinctive character per se or because of the reputation the mark
enjoys - Sign used for identical or similar products - Likelihood of association, in the strict sense, between
the sign and the mark - Likelihood not giving grounds for presuming a likelihood of confusion - Necessity
of evidence of the existence of a likelihood of confusion

(Directive 89/104, Art. 5(1)(b))

$$Article 5(1)(b) of First Directive 89/104 on trade marks cannot be interpreted as meaning that where

- a trade mark has a particularly distinctive character, either per se or because of the reputation it enjoys
with the public, and

- a third party, without the consent of the proprietor of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those for which the trade mark is registered, a sign which
so closely corresponds to the mark as to give rise to the possibility of its being associated with that mark,

the exclusive right enjoyed by the proprietor entitles him to prevent the use of the sign by that third party
if the distinctive character of the mark is such that the possibility of such association giving rise to
confusion cannot be ruled out.

The reputation of a mark does not give grounds for presuming the existence of a likelihood of confusion
simply because of the existence of a likelihood of association in the strict sense. A positive finding of the
existence of a likelihood of confusion, which constitutes the matter to be proved, is necessary.

(see paras 39, 41-42 and operative part )

In Case C-425/98,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Hoge Raad
der Nederlanden, Netherlands, for a preliminary ruling in the proceedings pending before that court
between

Marca Mode CV

and

Adidas AG,

Adidas Benelux BV

on the interpretation of Article 5(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT (Sixth Chamber),

composed of: J.C. Moitinho de Almeida, President of the Chamber, C. Gulmann (Rapporteur), J.-P.
Puissochet, G. Hirsch and F. Macken, Judges,
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Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Marca Mode CV, by O.W. Brouwer, D.W.F. Verkade and D.J.G. Visser, of the Amsterdam Bar, and by
P. Wytinck, of the Brussels Bar,

- Adidas AG and Adidas Benelux BV, by C. Gielen, of the Amsterdam Bar,

- the Netherlands Government, by M.A. Fierstra, Head of the European Law Department in the Ministry of
Foreign Affairs, acting as Agent,

- the United Kingdom Government, by M. Ewing, of the Treasury Solicitor's Department, acting as Agent,

- the Commission of the European Communities, by K. Banks and P. van Nuffel, of its Legal Service,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Marca Mode CV, represented by D.J.G. Visser and C.R.A. Swaak, of
the Amsterdam Bar, of Adidas AG and Adidas Benelux BV, represented by S.A. Klos, of the Amsterdam
Bar, and of the Commission, represented by H.M.H. Speyart, of its Legal Service, acting as Agent, at the
hearing on 24 November 1999,

after hearing the Opinion of the Advocate General at the sitting on 27 January 2000,

gives the following

Judgment

Costs

43 The costs incurred by the Netherlands and United Kingdom Governments and by the Commission of
the European Communities, which have submitted observations to the Court, are not recoverable. Since
these proceedings are, for the parties to the main proceedings, a step in the action pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in answer to the question referred to it by the Hoge Raad der Nederlanden by judgment of 6 November
1998, hereby rules:

Article 5(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks cannot be interpreted as meaning that where

- a trade mark has a particularly distinctive character, either per se or because of the reputation it enjoys
with the public, and

- a third party, without the consent of the proprietor of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those for which the trade mark is registered, a sign which
so closely corresponds to the mark as to give rise to the possibility of its being associated with that mark,

the exclusive right enjoyed by the proprietor entitles him to prevent the use of the sign by that third party
if the distinctive character of the mark is such that the possibility of such association
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giving rise to confusion cannot be ruled out.

1 By judgment of 6 November 1998, received at the Court on 26 November 1998, the Hoge Raad der
Nederlanden (Supreme Court of the Netherlands) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty (now Article 234 EC) a question on the interpretation of Article 5(1)(b) of
First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1; the Directive).

2 That question was raised in proceedings between Marca Mode CV (Marca Mode), established in
Amsterdam, Netherlands, on the one hand, and Adidas AG, established in Herzogenaurach, Germany, and
Adidas Benelux BV, established in Etten-Leur, Netherlands, on the other, concerning a figurative trade
mark which is registered by Adidas AG at the Benelux Trade Mark Office and is also the subject of an
exclusive licence granted by Adidas AG to Adidas Benelux BV for the Benelux.

Legal background

3 Paragraph 1(b) of Article 5 of the Directive, relating to the rights conferred by a trade mark, provides:

The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) ...

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

4 Most of the language versions of the Directive use, in that provision, the notion of risk or danger of
confusion or association. The Dutch and Swedish versions use the concepts of possibility of confusion and
risk of association, whereas the English version uses the notion of likelihood of confusion or association.

5 Article 5(2) of the Directive states:

Any Member State may also provide that the proprietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade any sign which is identical with, or similar to, the
trade mark in relation to goods or services which are not similar to those for which the trade mark is
registered, where the latter has a reputation in the Member State and where use of that sign without due
cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade
mark.

6 Article 13A(1)(b) of the Uniform Benelux Law on Trade Marks, which is designed to transpose Article
5(1)(b) of the Directive into Benelux law, states:

Without prejudice to any application of the ordinary law governing civil liability, the exclusive rights in a
trade mark shall entitle the proprietor to oppose:

...

(b) any use, in the course of trade, of the mark or a similar sign in respect of the goods for which the
mark is registered or similar goods where there exists a risk of association on the part of the public
between the sign and the mark.

The dispute in the main proceedings
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7 The figurative mark registered by Adidas AG at the Benelux Trade Mark Office is composed of three
parallel stripes. It covers, in particular, sports clothes and articles connected with sport.

8 Marca Mode put up for sale in its establishment in Breda, Netherlands, a sports clothes collection, a
number of the items in which bore on the sides two parallel stripes running longitudinally. Those clothes
were white with black stripes or black with white stripes.

9 Marca Mode also marketed a white and orange T-shirt bearing three black, vertical stripes which run in
parallel down the entire length of the front of the garment, are edged on the outside with a narrow white
border and are broken up by a medallion showing a picture of a cat and bearing the word TIM.

10 On 26 June 1996, Adidas AG and Adidas Benelux BV (collectively Adidas) made an application for
interim relief against Marca Mode before the President of the Rechtbank te Breda (Breda District Court).
Adidas claimed that Marca Mode had infringed its figurative trade mark composed of three stripes and
sought an order restraining that company from using the signs composed of triple or double stripes in the
future in the Benelux.

11 The judge hearing the application for interim relief allowed the claim in respect of seven items of
clothing and the T-shirt bearing the word TIM.

12 The Gerechtshof te 's-Hertogenbosch ('s-Hertogenbosch Regional Court of Appeal) upheld the order
made.

13 Marca Mode then appealed on a point of law against the judgment of the Gerechtshof to the Hoge
Raad.

14 Before the Hoge Raad, Marca Mode argues, in particular, that the Gerechtshof misapplied Article
13A(1)(b) of the Uniform Benelux Law on Trade Marks by basing its decision solely on the finding that
there existed a risk of association on the part of the public concerned of the signs in question and the
registered mark. Relying on Case C-251/95 SABEL v Puma [1997] ECR I-6191, Marca Mode submits
that, under Article 5(1)(b) of the Directive, the Gerechtshof should have based its decision on a finding
that there existed a likelihood of confusion.

15 The Hoge Raad takes the view that, in the light of SABEL, and in particular paragraphs 18, 22 and 24
thereof, there may be justifiable reasons for concluding that where, on account of specific circumstances,
such as the particularly distinctive character of the mark, either per se or because of the reputation it
enjoys with the public, the risk of confusion cannot be excluded, a finding of a risk of association may
indeed be sufficient to justify a prohibition on the use of the signs in question.

16 In the view of the Hoge Raad, such an interpretation in relation to well-known marks reconciles Article
5(1)(b) with Article 5(2) of the Directive, the second provision authorising Member States to confer on
well-known marks protection in relation to goods and services which are not similar where... use of that
sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the
repute of the trade mark. The proposed interpretation of Article 5(1)(b) of the Directive also protects
well-known marks against the use of signs in relation to identical or similar goods or services which takes
advantage of, or is detrimental to, the distinctive character of such marks.

17 The national court concludes that, if its interpretation of SABEL is correct, the ground of appeal
advanced by Marca Mode cannot serve to have the Gerechtshof's judgment set aside. It points out that, in
addition to ruling that there was a possibility of association between Marca Mode's sign and Adidas' trade
mark, the Gerechtshof found that that mark had a reputation. By virtue of that finding, it cannot be ruled
out that the possibility of association may give rise to confusion.
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In those circumstances, the findings of fact made may justify the grant of the prohibition sought by
Adidas.

18 In the light of those observations, the Hoge Raad decided to stay proceedings and to refer the
following question to the Court for a preliminary ruling:

Where:

(a) a trade mark has a particularly distinctive character, either per se or because of the reputation it enjoys
with the public, and

(b) a third party, without the consent of the proprietor of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those for which the trade mark is registered, a sign
which so closely corresponds to the mark as to give rise to the possibility of its being associated with
that mark,

must Article 5(1)(b) of Directive 89/104/EEC be interpreted as meaning that the exclusive right enjoyed by
the proprietor entitles him to prevent the use of the sign by that third party if the distinctive character of
the mark is such that the possibility of such association giving rise to confusion cannot be ruled out?

19 By the same judgment, the Hoge Raad also referred several questions to the Benelux Court of Justice
for a preliminary ruling. According to information supplied by Marca Mode, that court, by order of 18
January 1999, suspended its examination of the questions referred pending the ruling of this Court.

The question referred for preliminary ruling

20 Adidas requests the Court to rule on the interpretation of Article 5(2) of the Directive.

21 According to settled case-law, as regards the division of jurisdiction between national courts and the
Court of Justice under Article 177 of the Treaty the national court, which alone has direct knowledge of
the facts of the case and of the arguments put forward by the parties, and which will have to give
judgment in the case, is in the best position to determine, with full knowledge of the matter before it, the
relevance of the questions of law raised by the dispute before it and the necessity for a preliminary ruling
so as to enable it to give judgment. However, where the questions are inappropriately framed, the Court is
free to extract from all the factors provided by the national court and in particular from the statement of
grounds contained in the reference, the elements of Community law requiring an interpretation having
regard to the subject-matter of the dispute (see, in particular, Case 83/78 Pigs Marketing Board v
Redmond [1978] ECR 2347, paragraphs 25 and 26).

22 In the present case, it is clear from the order for reference that the Hoge Raad is seeking solely an
interpretation of Article 5(1)(b) of the Directive and that the resolution of the dispute in the main
proceedings depends on whether the Gerechtshof was right in holding that the requirement of the existence
of a likelihood of confusion ... which includes the likelihood of association between the sign and the trade
mark was met.

23 Furthermore, it is not clear from the order for reference that Adidas argued in the main proceedings
that the use of the signs in question without due cause took unfair advantage of, or was detrimental to, the
distinctive character or the repute of the trade mark registered by Adidas, a condition to which any
application of the provision implementing Article 5(2) of the Directive is subject. The Hoge Raad refers to
that last article, not on the ground that the dispute actually concerns the particular prejudice to the mark
which it envisages, but in order to submit that the interpretation of Article 5(1)(b) of the Directive
proposed in the order for reference ensures a certain consistency between the situations governed by those
two provisions.
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24 Accordingly, it is not necessary, in order to give a useful answer to the national court, to examine the
question of the interpretation of Article 5(2) of the Directive.

25 As regards the question referred by the Hoge Raad, it should be noted that Article 5(1)(b) of the
Directive entitles the proprietor of a mark, subject to certain conditions, to prevent third parties from using
a sign for which there exists a likelihood of confusion on the part of the public, which includes the
likelihood of association between the sign and the trade mark.

26 Substantially identical terms are used in Article 4(1)(b) of the Directive, which states the grounds on
which a trade mark may be refused registration or, if registered, declared invalid.

27 Article 4(1)(b) of the Directive has been the subject of interpretation by the Court, notably in SABEL.

28 Accordingly, that interpretation must also apply to Article 5(1)(b) of the Directive.

29 In the view of the Hoge Raad, the case-law of the Court does not rule out the possibility that a
likelihood of confusion between the mark and the sign may be presumed where the mark has a particularly
distinctive character, in particular because of its reputation, and where the sign used by the third party in
respect of identical or similar goods so closely corresponds to the mark as to give rise to the possibility of
its being associated with that mark.

30 By its question, the Hoge Raad thus seeks to ascertain whether Article 5(1)(b) of the Directive must be
interpreted as meaning that, in such circumstances, the proprietor of the mark may prevent a third party
from using the sign if the distinctive character of the mark is such that the possibility of the association
made by the public between the sign and the mark giving rise to confusion cannot be ruled out.

31 Referring to SABEL, Marca Mode, the Netherlands and United Kingdom Governments and the
Commission submit that the protection conferred under Article 5(1)(b) of the Directive is, like that
provided for in Article 4(1)(b) of the same directive, always conditional on positive proof of a likelihood
of confusion. They take the view that, even in respect of well-known marks, it is not sufficient, where
there is merely a likelihood of association, for a likelihood of confusion not to be ruled out.

32 Relying, in particular, on paragraph 24 of SABEL, Adidas contends that, in respect of well-known
marks, the likelihood of association is sufficient to justify a prohibition where a likelihood of confusion
cannot be ruled out. In other words, as far as such marks are concerned, the likelihood of association
means that a likelihood of confusion is assumed.

33 In this connection, it should be noted at the outset that, even in particular circumstances such as those
outlined by the Hoge Raad in its order for reference, a likelihood of confusion cannot be presumed.

34 Article 5(1)(b) of the Directive is designed to apply only if, because of the identity or similarity both
of the marks and of the goods or services which they designate, there exists a likelihood of confusion on
the part of the public, which includes the likelihood of association between the sign and the trade mark. It
follows from that wording that the concept of likelihood of association is not an alternative to that of
likelihood of confusion, but serves to define its scope. The very terms of the provision exclude its
application where there is no likelihood of confusion on the part of the public (see, as regards Article
4(1)(b) of the Directive, SABEL, paragraph 18). Protection of a registered mark thus depends, in
accordance with Article 5(1)(b) of the Directive, on there being a likelihood of confusion (see, as regards
Article 4(1)(b) of the Directive, Case C-39/97 Canon Kabushiki Kaisha v MGM [1998] ECR I-5507,
paragraph 18).

35 The tenth recital in the preamble to the Directive, according to which the likelihood of confusion...
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constitutes the specific condition for such protection, also confirms that interpretation (SABEL, paragraph
19).

36 The interpretation is not inconsistent with Article 5(2) of the Directive which establishes, for the
benefit of well-known trade marks, a form of protection whose implementation does not require the
existence of a likelihood of confusion. That provision applies to situations in which the specific condition
of the protection consists of a use of the sign in question without due cause which takes unfair advantage
of, or is detrimental to, the distinctive character or the repute of the trade mark.

37 Adidas cannot effectively rely on paragraph 24 of SABEL.

38 In that paragraph, the Court noted that the more distinctive the earlier mark, the greater will be the
likelihood of confusion, adding that it is therefore not impossible that the conceptual similarity resulting
from the fact that two marks use images with analogous semantic content may give rise to a likelihood of
confusion where the earlier mark has a particularly distinctive character, either per se or because of the
reputation it enjoys with the public.

39 The Court thus stated that the particularly distinctive character of the earlier mark may increase the
likelihood of confusion and that, where there is a conceptual similarity between the mark and the sign,
that character may contribute to the creation of such a likelihood. The negative formulation it is therefore
not impossible which is used in paragraph 24 of SABEL simply underlines the possibility that a likelihood
may arise from the conjunction of the two factors analysed. It in no way implies a presumption of
likelihood of confusion resulting from the existence of a likelihood of association in the strict sense. By
such wording, the Court referred by implication to the assessment of evidence which the national court
must undertake in each case pending before it. It did not excuse the national court from the necessary
positive finding of the existence of a likelihood of confusion which constitutes the matter to be proved.

40 In this connection, it must be noted that the likelihood of confusion must be appreciated globally,
taking into account all factors relevant to the circumstances of the case (SABEL, paragraph 22). A global
assessment implies some interdependence between the relevant factors (Canon, paragraph 17). For example,
a likelihood of confusion may be found, despite a lesser degree of similarity between the goods or services
covered, where the marks are very similar and the earlier mark, in particular its reputation, is highly
distinctive (Canon, paragraph 19).

41 The reputation of a mark, where it is demonstrated, is thus an element which, amongst others, may
have a certain importance. To this end, it may be observed that marks with a highly distinctive character,
in particular because of their reputation, enjoy broader protection than marks with a less distinctive
character (Canon, paragraph 18). Nevertheless, the reputation of a mark does not give grounds for
presuming the existence of a likelihood of confusion simply because of the existence of a likelihood of
association in the strict sense.

42 Accordingly, the answer to the question must be that Article 5(1)(b) of the Directive cannot be
interpreted as meaning that where

- a trade mark has a particularly distinctive character, either per se or because of the reputation it enjoys
with the public, and

- a third party, without the consent of the proprietor of the mark, uses, in the course of trade in goods or
services which are identical with, or similar to, those for which the trade mark is registered, a sign which
so closely corresponds to the mark as to give rise to the possibility of its being associated with that mark,

the exclusive right enjoyed by the proprietor entitles him to prevent the use of the sign by that
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third party if the distinctive character of the mark is such that the possibility of such association giving
rise to confusion cannot be ruled out.
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Judgment of the Court (Fifth Chamber)
of 1 July 1999

Sebago Inc. and Ancienne Maison Dubois & Fils SA v G-B Unic SA.
Reference for a preliminary ruling: Cour d'appel de Bruxelles - Belgium.

Trade mark - Exhaustion of a trade-mark proprietor's rights - Proprietor's consent.
Case C-173/98.

1 Approximation of laws - Trade marks - Directive 89/104 - Exhaustion of the right conferred by a trade
mark - Conditions - Product placed on the market in the Community or the European Economic Area -
National legislation providing for the exhaustion of rights in respect of products placed on the market in
non-member countries - Not permissible

(Council Directive 89/104, Art. 7(1))

2 Approximation of laws - Trade marks - Directive 89/104 - Product placed on the market in the
Community or in the European Economic Area with the consent of the trade-mark proprietor - Exhaustion
of the right conferred by the trade mark - Scope - Limited to individual items of the approved product
that have been put on the market with the consent of the proprietor

(Council Directive 89/104, Art. 7(1) and (2))

1 Article 7(1) of the First Council Directive 89/104 on trade marks, as amended by the Agreement on the
European Economic Area (EEA), must be interpreted as meaning that rights conferred by a mark are
exhausted only if the products have been put on the market in the Community (in the EEA since the EEA
Agreement entered into force) and that the Directive does not leave it open to the Member States to
provide in their domestic law for exhaustion of the rights conferred by a trade mark in respect of products
put on the market in non-member countries.

2 The purpose of Article 7(1) of the First Council Directive 89/104 on trade marks, as amended by the
Agreement on the European Economic Area (EEA), is to make possible the further marketing of an
individual item of a product bearing a trade mark that has been put on the market in the Community (in
the EEA since the EEA Agreement entered into force) with the consent of the trade-mark proprietor and to
prevent him from opposing such marketing. The rights conferred by a trade mark are exhausted only in
respect of the individual items of the product which have been put on the market with the proprietor's
consent. With respect to the other individual items of that product, put on the market without his consent,
the proprietor may continue to prohibit the use of the mark in pursuance of the right conferred on him by
the Directive. Accordingly, Article 7(1) of the Directive must be interpreted as meaning that, for there to
be consent within the meaning of that provision, such consent must relate to each individual item of the
product in respect of which exhaustion is pleaded.

In Case C-173/98,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Cour d'Appel
de Bruxelles, Belgium, for a preliminary ruling in the proceedings pending before that court between

Sebago Inc. and Ancienne Maison Dubois et Fils SA

and

GB-Unic SA

on the interpretation of Article 7(1) of the First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT
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(Fifth Chamber),

composed of: J.-P. Puissochet, President of the Chamber, P. Jann, J.C. Moitinho de Almeida, C. Gulmann
(Rapporteur) and D.A.O. Edward, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- GB-Unic SA, by Richard Byl, of the Brussels Bar,

- the French Government, by Kareen Rispal-Bellanger, Head of the Subdirectorate for International
Economic Law and Community Law in the Legal Affairs Directorate of the Ministry of Foreign Affairs,
and Anne de Bourgoing, Chargé de Mission in the same directorate, acting as Agents,

- the Commission of the European Communities, by Karen Banks, of its Legal Service, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Sebago Inc. and of Ancienne Maison Dubois and Fils SA,
represented by Benoit Strowel, of the Brussels Bar, of GB-Unic SA, represented by Richard Byl, and of
the Commission, represented by Karen Banks, at the hearing on 28 January 1999,

after hearing the Opinion of the Advocate General at the sitting on 25 March 1999,

gives the following

Judgment

1 By judgment of 30 April 1998, received at the Court on 11 May 1998, the Cour d'Appel (Court of
Appeal), Brussels, referred to the Court for a preliminary ruling under Article 177 of the EC Treaty (now
Article 234 EC) various questions on the interpretation of Article 7 of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1, `the Directive'), as amended by the Agreement on the European Economic Area of 2
May 1992 (OJ 1994 L 1, p. 3, `the EEA Agreement').

2 Those questions were raised in proceedings between Sebago Inc. (`Sebago') and Ancienne Maison
Dubois et Fils SA (`Maison Dubois'), on the one hand, and GB-Unic SA (`GB-Unic'), on the other,
concerning the sale by GB-Unic, without Sebago's consent, of goods bearing a trade mark of which
Sebago is the proprietor.

3 Article 7 of the Directive, entitled `Exhaustion of the rights conferred by a trade mark', provides:

`1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.'

4 In accordance with Article 65(2), in conjunction with Annex XVII, point 4, of the EEA Agreement,
Article 7(1) of the Directive has been amended for the purposes of the EEA Agreement so that the
expression `in the Community' has been replaced by `in a Contracting Party'.

5 Sebago is a company incorporated in the United States of America and is the proprietor of two
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Benelux trade marks in the name `Docksides' and three Benelux trade marks in the name `Sebago'. Those
trade marks are registered, inter alia, for shoes. Maison Dubois is the exclusive distributor in the Benelux
of shoes bearing Sebago's trade marks.

6 In the tenth issue of its 1996 brochure entitled `La quinzaine Maxi-GB', announcing prices valid from
29 May until 11 June 1996, GB-Unic advertised Docksides Sebago shoes for sale in its Maxi-GB
hypermarkets. The goods in question were 2 561 pairs of shoes manufactured in El Salvador and
purchased from a company incorporated under Belgian law which specialises in parallel importation. The
entire stock was sold during the summer of 1996.

7 Sebago and Maison Dubois do not dispute that the shoes sold by GB-Unic were genuine goods. They
claim, however, that since they had not authorised the sale of those shoes in the Community GB-Unic had
no right to sell them there.

8 In those circumstances, Sebago and Maison Dubois claimed before the Belgian courts that GB-Unic had
infringed Sebago's trade-mark right by marketing those goods within the Community without their consent.
They relied on Article 13A(8) of the Uniform Benelux Law on Trade Marks (Loi Uniforme Benelux sur
les Marques), as amended by the Benelux Protocol of 2 December 1992 (`the Uniform Law'), which is in
similar terms to Article 7(1) of the Directive.

9 In its order for reference, the Cour d'Appel observes that the interpretation of Article 13A(8) by the
parties to the main proceedings differs in two material respects: first, as to whether that provision lays
down the principle of international exhaustion (GB-Unic's contention) or the principle of Community
exhaustion only (Sebago's contention); and, secondly, as to the conditions under which the trade- mark
proprietor's consent may be deemed to have been given.

10 Concerning the second question, GB-Unic submits that in order to satisfy the requirement of consent in
Article 13A(8) of the Uniform Law it suffices that similar goods bearing the same trade mark have already
been lawfully marketed in the Community with the consent of the trade-mark proprietor. Sebago, on the
other hand, claims that its consent must be obtained in relation to each defined batch of goods, that is to
say, each consignment imported at a particular time by a particular importer. Thus it considers that it can
be deemed to have given its consent only if GB-Unic can prove that it obtained the shoes in question
from a seller who was part of the distribution network established by Sebago in the Community, or from a
reseller who, although not belonging to that network, had obtained those shoes lawfully within the
Community.

11 GB-Unic also submitted before the Cour d'Appel that it was now settled that Sebago, by not
prohibiting its licensee in El Salvador from exporting its goods to the Community, had given its implied
consent to the marketing of the shoes at issue in the Community. However, the Cour d'Appel expressly
held that it had not been proved that Sebago had granted a licence - Sebago having disputed that there
was such a licence -, and that, in those circumstances, the mere fact that the manufacturer in El Salvador
had exported the goods in question to the Community could not be regarded as proof that Sebago had
consented to their being marketed there.

12 In those circumstances, the Cour d'Appel de Bruxelles decided to stay proceedings and refer the
following questions to the Court for a preliminary ruling:

`Is Article 7(1) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws
of the Member States relating to trade marks to be interpreted as meaning that the right conferred by the
trade mark entitles its proprietor to oppose the use of his trade mark in relation to genuine goods which
have not been put on the market in the European Economic Community (extended to Norway, Iceland and
Liechtenstein by virtue of the Agreement of 2 May 1992 establishing the European Economic Area) by the
proprietor or with his consent, where:

© An extract from a JUSTIS database



61998J0173 European Court reports 1999 Page I-04103 4

- the goods bearing the trade mark come directly from a country outside the European Community or the
European Economic Area,

- the goods bearing the trade mark come from a Member State of the European Community or of the
European Economic Area in which they are in transit without the consent of the proprietor of the trade
mark or his representative,

- if the goods were acquired in a Member State of the European Community or of the European Economic
Area in which they were put on sale for the first time without the consent of the proprietor of the trade
mark or his representative,

- either where goods bearing the trade mark - which are identical to the genuine goods bearing the same
trade mark but are imported in parallel either directly or indirectly from countries outside the European
Community or the European Economic Area - are, or have already been, marketed within the Community
or the European Economic Area by the proprietor of the trade mark or with his consent,

- or where goods bearing the trade mark - which are similar to the genuine goods bearing the same trade
mark but imported in parallel either directly or indirectly from countries outside the European Community
or the European Economic Area - are, or have already been, marketed within the Community or the
European Economic Area by the proprietor of the trade mark or with his consent?'

13 In its judgment of 16 July 1998 in Case C-355/96 Silhouette International Schmied v Hartlauer [1998]
ECR I-4799, which was delivered after the national court made its order for reference in the present case,
the Court held that national rules providing for exhaustion of trade-mark rights in respect of products put
on the market outside the European Economic Area (`the EEA') under that mark by the proprietor or with
his consent are contrary to Article 7(1) of the Directive, as amended by the EEA Agreement.

14 The parties to the main proceedings, the French Government and the Commission take the view that
the Court answered the first three questions in Silhouette, so that it is necessary to answer only the last
two.

15 As to those last two questions, Sebago, Maison Dubois, the French Government and the Commission
contend that the consent of the trade-mark proprietor to the marketing in the EEA of one batch of goods
does not exhaust the rights conferred by the trade mark as regards the marketing of other batches of his
goods even if they are identical.

16 GB-Unic considers, on the other hand, that Article 7 of the Directive does not require that the consent
relate to the actual goods involved in the parallel import. It bases its argument, in particular, on the
concept of the essential function of the trade mark, which, according to the case-law of the Court, is to
guarantee to the consumer the identity of the product's origin, the object being to enable him to distinguish
that product without any risk of confusion from those of different origin. However, according to GB-Unic,
that function does not imply that the proprietor has the right to prohibit the importation of genuine goods.
It would thus be wrong to argue that Article 7 of the Directive refers only to the consent of the proprietor
to the marketing of imported individual items of original goods. GB-Unic thus takes the view that there is
consent within the meaning of Article 7 of the Directive if the consent relates to the type of goods in
question.

17 The Court finds, first, that the interveners in the present case are correct in submitting that the answer
to the first three questions referred has already been given by the Court in Silhouette. The Court held, in
paragraphs 18 and 26 of that judgment, that, according to the text of Article 7 of the Directive itself,
rights conferred by the mark are exhausted only if the products have been put on the market in the
Community (in the EEA since the EEA Agreement entered into force) and that the Directive does not
leave it open to the Member States to provide in their domestic
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law for exhaustion of the rights conferred by the trade mark in respect of products put on the market in
non-member countries.

18 Next, it should be noted that, by its last two questions, the national court is asking essentially whether
there is consent within the meaning of Article 7 of the Directive where the trade-mark proprietor has
consented to the marketing in the EEA of goods which are identical or similar to those in respect of
which exhaustion is claimed or if, on the other hand, consent must relate to each individual item of the
product in respect of which exhaustion is claimed.

19 The text of Article 7(1) of the Directive does not give a direct answer to that question. Nevertheless,
the rights conferred by the trade mark are exhausted only in respect of the individual items of the product
which have been put on the market with the proprietor's consent in the territory there defined. The
proprietor may continue to prohibit the use of the mark in pursuance of the right conferred on him by the
Directive in regard to individual items of that product which have been put on the market in that territory
without his consent.

20 That is the interpretation of Article 7(1) that the Court has already adopted. Thus, the Court has
already held that the purpose of that provision is to make possible the further marketing of an individual
item of a product bearing a trade mark that has been put on the market with the consent of the trade-mark
proprietor and to prevent him from opposing such marketing (Case C-337/95 Parfums Christian Dior v
Evora [1997] ECR I-6013, paragraphs 37 and 38, and Case C-63/97 BMW v Deenik [1999] ECR I-905,
paragraph 57). That interpretation is, moreover, confirmed by Article 7(2) of the Directive which, in its
reference to the `further commercialisation' of goods, shows that the principle of exhaustion concerns only
specific goods which have first been put on the market with the consent of the trade-mark proprietor.

21 Furthermore, in adopting Article 7 of the Directive, which limits exhaustion of the right conferred by
the trade mark to cases where the goods bearing the mark have been put on the market in the Community
(in the EEA since the EEA Agreement entered into force), the Community legislature has made it clear
that putting such goods on the market outside that territory does not exhaust the proprietor's right to
oppose the importation of those goods without his consent and thereby to control the initial marketing in
the Community (in the EEA since the EEA Agreement entered into force) of goods bearing the mark. That
protection would be devoid of substance if, for there to be exhaustion within the meaning of Article 7, it
were sufficient for the trade-mark proprietor to have consented to the putting on the market in that
territory of goods which were identical or similar to those in respect of which exhaustion is claimed.

22 In the light of the foregoing, the answer to the questions referred must be that Article 7(1) of the
Directive must be interpreted as meaning that:

- the rights conferred by the trade mark are exhausted only if the products have been put on the market in
the Community (in the EEA since the EEA Agreement entered into force) and that provision does not
leave it open to the Member States to provide in their domestic law for exhaustion of the rights conferred
by the trade mark in respect of products put on the market in non-member countries;

- for there to be consent within the meaning of Article 7(1) of that directive, such consent must relate to
each individual item of the product in respect of which exhaustion is pleaded.

Costs

23 The costs incurred by the French Government and by the Commission, which have submitted
observations to the Court, are not recoverable. Since these proceedings are, for the parties to the main
proceedings, a step in the proceedings pending before the national court, the decision on costs is a matter
for that court.
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On those grounds,

THE COURT

(Fifth Chamber),

in answer to the questions referred to it by the Cour d'Appel de Bruxelles by judgment of 30 April 1998,
hereby rules:

Article 7(1) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks, as amended by the Agreement on the European Economic Area
of 2 May 1992, must be interpreted as meaning that:

- the rights conferred by the trade mark are exhausted only if the products have been put on the market in
the Community (in the European Economic Area since the Agreement on the European Economic Area
entered into force) and that provision does not leave it open to the Member States to provide in their
domestic law for exhaustion of the rights conferred by the trade mark in respect of products put on the
market in non-member countries;

- for there to be consent within the meaning of Article 7(1) of that directive, such consent must relate to
each individual item of the product in respect of which exhaustion is pleaded.
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Judgment of the Court
of 12 October 1999

Pharmacia & Upjohn SA v Paranova A/S.
Reference for a preliminary ruling: Sø- og Handelsretten - Denmark.

Trade-mark rights - Pharmaceutical products - Parallel imports - Replacement of a trade mark.
Case C-379/97.

1 Approximation of laws - Trade marks - Directive 89/104 - Principle of exhaustion laid down in Article
7 - Application to products reimported after repackaging and reaffixing of the original trade mark -
Application of Articles 30 and 36 of the Treaty (now, after amendment, Articles 28 EC and 30 EC) where
the trade mark has been replaced with a different mark

(EC Treaty, Arts 30 and 36 (now, after amendment, Arts 28 EC and 30 EC); Council Directive 89/104,
Art. 7)

2 Free movement of goods - Industrial and commercial property - Trade-mark rights - Product put on the
market in a Member State by the trade mark proprietor or with his consent - Where the product is
imported, after repackaging and reaffixing of the trade mark or after its replacement with a mark used by
the proprietor in the importing Member State - Opposition by the trade mark proprietor - Permissible -
Condition - No artificial partitioning of the markets between Member States - Condition to be applied in
the same way in both cases

(EC Treaty, Art. 36 (now, after amendment, Art. 30 EC))

3 Free movement of goods - Industrial and commercial property - Trade-mark rights - Product put on the
market in a Member State by the trade mark proprietor or with his consent - Where the product is
imported after the trade mark has been replaced with the mark used by the proprietor in the importing
Member State - Opposition by the trade mark proprietor - Permissible - Condition - No artificial
partitioning of the markets between Member States - Criteria of assessment

(EC Treaty, Art. 36 (now, after amendment, Art. 30 EC)

1 Article 7 of First Directive 89/104 on trade marks - the first paragraph of which provides that
exhaustion of the rights conferred by the trade mark arises only in relation to goods which have been put
on the market in the Community `under that trade mark' by the proprietor or with his consent - is
applicable where, after repackaging of the product, the original trade mark is reaffixed. In contrast, that
article does not apply where a parallel importer replaces the original trade mark with a different one. In
the latter case, the respective rights of the proprietor of the trade marks and of the parallel importer are
determined by Articles 30 and 36 of the Treaty (now, after amendment, Articles 28 EC and 30 EC).
Since Article 7 of the Directive, like Article 36 of the Treaty, is intended to reconcile the fundamental
interest in protecting trade mark rights with the fundamental interest in the free movement of goods within
the common market, those two provisions, which pursue the same result, must be interpreted in the same
way.

2 The capacity of a trade-mark proprietor under national law to oppose the marketing of products by an
importer, where they have been placed on the market in the Member State of export by him or with his
consent - repackaged and the original trade mark reaffixed or replaced with the trade mark used by the
proprietor of both in the importing Member State - is regarded as justified in the light of Article 36 of the
Treaty (now, after amendment, Article 30 EC), unless it is established, in particular, that such opposition
contributes to the artificial partitioning of the markets between Member States.

That condition cannot be applied differently depending on whether the original trade mark is reaffixed
after repackaging or replaced, unless separate rules are justified by objective differences between the two
situations. In so far as the trade-mark rights in the importing Member State allow the
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proprietor of the mark to prevent it being reaffixed after repackaging of the product or being replaced, and
where the repackaging with reaffixing or replacement of the trade mark is necessary to enable the products
to be marketed by the parallel importer in the importing Member State, there are obstacles to
intracommunity trade giving rise to artificial partitioning of the markets between Member States, whether
or not the proprietor intended such partitioning.

3 The condition relating to the artificial partitioning of the markets between Member States means that it
is necessary - in order to determine whether the proprietor of a trade mark may, under national law,
prevent a parallel importer of pharmaceutical products from replacing the trade mark used in the Member
State of export with that which the proprietor uses in the Member State of import - to assess whether the
circumstances prevailing at the time of marketing in the Member State of import make it objectively
necessary to replace the original trade mark with that used in the Member State of import in order that the
product in question may be marketed in that State by the parallel importer. This condition of necessity is
satisfied if, in a specific case, the prohibition imposed on the importer against replacing the trade mark
hinders effective access to the markets of the importing Member State. In contrast, that condition will not
be satisfied if replacement of the trade mark can be explained solely as an attempt by the parallel importer
to secure a commercial advantage.

In Case C-379/97,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Sø- og
Handelsret, Denmark, for a preliminary ruling in the proceedings pending before that court between

Pharmacia & Upjohn SA, formerly Upjohn SA,

and

Paranova A/S

on the interpretation of Articles 30 and 36 of the EC Treaty (now, after amendment, Articles 28 EC and
30 EC) and of Article 7 of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, J.C. Moitinho de Almeida, D.A.O. Edward, R. Schintgen
(Presidents of Chambers), P.J.G. Kapteyn, C. Gulmann (Rapporteur), G. Hirsch, P. Jann and M. Wathelet,
Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Pharmacia & Upjohn SA, by K. Dyekjær-Hansen and M. Eckhardt-Hansen, of the Copenhagen Bar,

- Paranova A/S, by E.B. Pfeiffer, of the Copenhagen Bar,

- the Netherlands Government, by J.G. Lammers, Acting Legal Adviser in the Ministry of Foreign Affairs,
acting as Agent,

- the United Kingdom Government, by D. Cooper, of the Treasury Solicitor's Department, acting as Agent,
and D. Alexander, Barrister,

- the Commission of the European Communities, by H.C. Støvlbæk, of its Legal Service, acting as Agent,
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having regard to the Report for the Hearing,

after hearing the oral observations of Pharmacia & Upjohn SA, represented by K. Dyekjær-Hansen;
Paranova A/S, represented by E.B. Pfeiffer; the Netherlands Government, represented by J.S. van den
Oosterkamp, Deputy Legal Adviser in the Ministry of Foreign Affairs, acting as Agent; the United
Kingdom Government, represented by S. Ridley, of the Treasury Solicitor's Department, acting as Agent,
and D. Alexander; and the Commission, represented by H.C. Støvlbæk, at the hearing on 16 September
1998,

after hearing the Opinion of the Advocate General at the sitting on 19 November 1998,

gives the following

Judgment

Costs

47 The costs incurred by the Netherlands and United Kingdom Governments and by the Commission,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Sø- og Handelsret by order of 31 October 1997, hereby
rules:

The condition of artificial partitioning of the markets between Member States, as laid down in the
judgments in Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR 1139 and in Joined Cases
C-427/93, C-429/93 and C-436/93 Bristol-Myers Squibb and Others v Paranova [1996] ECR I-3457, means
that it is necessary, in order to determine whether the proprietor of a trade mark may, under national law,
prevent a parallel importer of pharmaceutical products from replacing the trade mark used in the Member
State of export by that which the proprietor uses in the Member State of import, to assess whether the
circumstances prevailing at the time of marketing in the Member State of import make it objectively
necessary to replace the original trade mark by that used in the Member State of import in order that the
product in question may be marketed in that State by the parallel importer.

1 By order of 31 October 1997, received at the Court on 6 November 1997, the Sø- og Handelsret
(Maritime and Commercial Court) referred for a preliminary ruling under Article 177 of the EC Treaty
(now Article 234 EC) three questions on the interpretation of Articles 30 and 36 of the EC Treaty (now,
after amendment, Articles 28 EC and 30 EC) and of Article 7 of First Council Directive 89/104/EEC of
21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40,
p. 1) (hereinafter `the Directive').

2 Those questions have arisen in a dispute between Pharmacia &Upjohn SA, formerly Upjohn SA
(hereinafter `Upjohn'), a Danish company belonging to the international Upjohn Group of companies
(hereinafter `the Upjohn Group'), and Paranova A/S (hereinafter `Paranova') concerning the marketing of
pharmaceutical products which were manufactured by the Upjohn Group and were the subject of parallel
imports by Paranova into Denmark.

The legal framework

3 Under Article 30 of the Treaty, quantitative restrictions on imports and measures having equivalent
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effect are prohibited between Member States. Article 36 of the Treaty, however, authorises prohibitions
and restrictions on imports between Member States which are justified on grounds of the protection of
industrial and commercial property, on condition that they do not constitute a means of arbitrary
discrimination or a disguised restriction on intracommunity trade.

4 Article 7 of the Directive, entitled `Exhaustion of the rights conferred by a trade mark', provides as
follows:

`1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.'

The dispute in the main proceedings

5 At the time of the facts in the main proceedings, the Upjohn Group marketed in the Community an
antibiotic, clindamycin, in a variety of forms. For that purpose, it used the trade mark `Dalacin' in
Denmark, Germany and Spain, the trade mark `Dalacine' in France and the trade mark `Dalacin C' in the
other Member States.

6 The existence of different trade marks can be explained, in particular, by an agreement concluded in
1968 between the Upjohn Group and American Home Products Corporation, under which, in return for
American Home Products Corporation not objecting to the use by the Upjohn Group of the trade mark
`Dalacin' in Uruguay, the Upjohn Group undertook to restrict use of the trade mark `Dalacin' to the form
`Dalacin' with an additional letter C or with other additions. As a result of the Upjohn Group's difficulties
in securing registration of the trade mark `Dalacin C' in a number of countries, American Home Products
Corporation had authorised it to use the trade mark `Dalacin' in those countries.

7 Paranova purchased clindamycin capsules in France, which were packaged in packets of 100 and placed
on the market by the Upjohn Group under the trade mark `Dalacine', in order subsequently to market them
in Denmark under the trade mark `Dalacin'. Paranova also purchased in Greece injection phials of
clindamycin marketed by the Upjohn Group under the trade mark `Dalacin C'. After repackaging by
Paranova, this product was marketed in Denmark under the trade mark `Dalacin'.

8 Upjohn applied to the Fogedret (Bailiff's Court) in Ballerup for an injunction prohibiting Paranova from
placing on the market and selling those pharmaceutical products under the trade mark `Dalacin'. The
Fogedret dismissed that application. That decision was reversed on appeal by the Ostre Landsret (Eastern
Regional Court), which granted the application for an injunction.

9 In proceedings for confirmation of that injunction before the Sø- og Handelsret, Upjohn argued, in
particular, that Paranova's replacement of one trade mark by another on the products of the Upjohn Group
constituted an infringement of Upjohn's trade-mark rights under the Varemærkelov (Danish Law on Trade
Marks) and that Community law does not preclude such an injunction in view of the fact that there are
objective grounds justifying the use of different trade marks in different Member States where the
pharmaceutical products in question are to be marketed.

10 Paranova's primary argument was that the different marks used in Greece, France and Denmark
constitute in reality the same trade mark, with the result that the trade-mark rights of the Upjohn Group
have been exhausted. It submits, in the alternative, that the marketing system operated by the Upjohn
Group amounts to an artificial partitioning of the markets contrary to Community law.
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11 In those circumstances, the Sø- og Handelsret decided to stay proceedings and refer the following
questions to the Court for a preliminary ruling:

`1. Do Article 7 of Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks and/or Articles 30 and 36 of the EC Treaty preclude the proprietor
of a trade mark from relying on its right under national trade-mark law as the basis for opposing a third
party's purchasing a pharmaceutical product in a Member State, repackaging it in that third party's own
packaging, to which it affixes trade mark X belonging to the trade-mark proprietor, and marketing the
product in another Member State, in the case where the pharmaceutical product in question is marketed by
the trade-mark proprietor or with its consent in the Member State of purchase under trade mark Y and an
identical pharmaceutical product is marketed by the trade-mark proprietor or with its consent in the
abovementioned second Member State under trade mark X?

2. Does it have any bearing on the reply to Question 1 whether the trade-mark proprietor's use of different
trade marks in the country in which the importer purchases the product and in that in which the importer
sells the product is attributable to subjective circumstances particular to the trade-mark proprietor? If the
answer is yes, is the importer required to adduce evidence that the use of different trade marks is or was
intended artificially to partition the markets (reference is made in this connection to the Court's judgment
of 10 October 1978 in Case 3/78 Centrafarm v American Home Products Corporation)?

3. Does it have any bearing on the reply to Question 1 whether the trade-mark proprietor's use of different
trade marks in the country in which the importer purchases the product and in that in which the importer
sells the product is attributable to objective circumstances outwith the control of the trade-mark proprietor,
including, in particular, requirements of national health authorities or the trade-mark rights of third parties?'

12 Since these questions, in substance, seek clarification of the Court's case-law on the replacement of
trade marks by parallel importers, it is appropriate at the outset to review the relevant case-law.

The case-law of the Court

13 According to consistent case-law, as reflected in Article 7(1) of the Directive, the proprietor of a trade
mark protected by the legislation of a Member State cannot rely on that legislation to prevent the import
or marketing of a product which has been put on the market in another Member State by him or with his
consent (see, in particular, Case 16/74 Centrafarm v Winthrop [1974] ECR 1183, paragraphs 7 to 11; Case
C-10/89 CNL-SUCAL v HAG GF [1990] ECR I-3711, paragraph 12; and Joined Cases C-427/93,
C-429/93 and C-436/93 Bristol-Myers Squibb and Others v Paranova [1996] ECR I-3457, paragraph 31).

14 In its case-law on those situations in which parallel importers purchase products placed on the market
in a Member State by the trade-mark proprietor, repackage them and reaffix the original trade mark in
order to market them in the Member State of import, the Court has held that Article 36 of the Treaty
allows derogations from the fundamental principle of the free movement of goods in the common market
only to the extent to which such derogations are justified in order to safeguard the rights which constitute
the specific subject-matter of that property (see Case 102/77 Hoffmann-La Roche v Centrafarm [1978]
ECR 1139, paragraph 6, and Bristol-Myers Squibb, paragraph 42).

15 With regard to the right in a trade mark, its specific purpose is in particular to guarantee the proprietor
the exclusive right to use that trade mark for the purpose of putting a product on the market for the first
time and therefore to protect him against competitors wishing to take advantage of the status and
reputation of the trade mark by selling products which bear it unlawfully (see Hoffmann-La Roche,
paragraph 7, and Bristol-Myers Squibb, paragraph 44).
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16 With respect to the question whether this exclusive right includes the power to oppose the reaffixing of
the original trade mark after the product has been repackaged, the Court has held that account must be
taken of the essential function of the trade mark, which is to guarantee to the consumer or end user the
identity of the trade-marked product's origin by enabling him to distinguish it without any risk of
confusion from products of different origin. That guarantee of origin means that the consumer or end user
can be certain that a trade-marked product offered to him has not been subject at a previous stage of
marketing to interference by a third party, without the authorisation of the trade mark proprietor, in such a
way as to affect the original condition of the product (see Hoffmann-La Roche, paragraph 7, and
Bristol-Myers Squibb, paragraph 47).

17 Having regard to those considerations, the Court interpreted Article 36 of the Treaty as meaning that a
trade mark proprietor may rely on his rights as proprietor to prevent an importer from marketing a product
put on the market in another Member State by the proprietor or with his consent, where that importer has
repackaged the product in new packaging to which the trade mark has been reaffixed (see Hoffmann-La
Roche, paragraph 8, and Bristol-Myers Squibb, paragraph 49). However, the Court has also held that the
exercise by the proprietor of his trade-mark right may constitute a disguised restriction under Article 36 of
the Treaty if it is established that reliance on the trade-mark right by the proprietor, having regard to the
marketing system which he has adopted, would contribute to the artificial partitioning of the markets
between Member States, and that, in the event of repackaging, the protection of certain legitimate interests
of the trade-mark proprietor is assured, in particular that the repackaging cannot adversely affect the
original condition of the product and that the presentation of the repackaged product is not such as to be
liable to damage the reputation of the trade mark (see Hoffmann-La Roche, paragraph 10, Bristol-Myers
Squibb, paragraph 49, and Case C-349/95 Loendersloot v Ballantine [1997] ECR I-6227, paragraph 29).

18 With regard to the condition that there be artificial partitioning of the markets, the Court pointed out in
paragraph 57 of Bristol-Myers Squibb that the requirement of artificial partitioning of the markets does not
imply that the importer must demonstrate that, by putting an identical product on the market in varying
forms of packaging in different Member States, the trade mark proprietor deliberately sought to partition
the markets between Member States.

19 The Court also held, in paragraph 52 of Bristol-Myers Squibb, that reliance on trade-mark rights by
their proprietor in order to oppose marketing under that trade mark of products repackaged by a third
party would contribute to the partitioning of markets between Member States, in particular where the
proprietor has placed an identical pharmaceutical product on the market in several Member States in
various forms of packaging and the product may not, in the condition in which it has been marketed by
the trade mark proprietor in one Member State, be imported and placed on the market in another Member
State by a parallel importer. In this context, the Court pointed out, in paragraph 56 of Bristol-Myers
Squibb, that the power of the proprietor of trade-mark rights should be limited only in so far as the
repackaging undertaken by the importer is necessary in order to market the product in the Member State
of import.

20 Whereas the judgments in Hoffmann-La Roche and Bristol-Myers Squibb concern the case where the
parallel importer repackages a trade-marked product and reaffixes the original trade mark thereon, the
judgment in Case 3/78 Centrafarm BV v American Home Products Corporation [1978] ECR 1823, to
which reference is made in the second question, concerns the case where the parallel importer replaces the
original trade mark used by the proprietor in the Member State of export by the trade mark which the
proprietor uses in the Member State of import.

21 In paragraphs 14, 17 and 18 of that judgment, the Court held, first, that the essential function of the
trade mark, namely the guarantee of origin of the trade-marked product, would be jeopardised if it were
permissible for a third party to affix the mark to the product, even the original product,
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and, second, that the right granted to the proprietor of the trade mark to prohibit any unauthorised affixing
of that mark to his product accordingly comes within the specific subject-matter of the trade mark. The
proprietor was accordingly justified, pursuant to the first sentence of Article 36 of the Treaty, in
preventing the parallel importer from so acting.

22 The Court also held, however, in paragraphs 22 and 23 of American Home Products, that prohibition
by the proprietor of unauthorised use of the mark by a third party would constitute a disguised restriction
on trade between Member States within the meaning of the second sentence of Article 36 of the Treaty if
it were established that the practice of using different trade marks for the same product had been adopted
by the proprietor of those trade marks for the purpose of artificially partitioning the markets.

The questions submitted for a preliminary ruling

23 In the order for reference, the national court has, by means of a number of observations, defined the
subject-matter of the questions submitted.

24 Thus, it points out that, in American Home Products, the Court expressed itself in such a way as to
suggest that Community law precludes the prohibition of the marketing of products which have been the
subject of parallel importing only if the proprietor has used different trade marks for the same product
with the intention of artificially partitioning the markets. In the view of the national court, the judgment
in Bristol-Myers Squibb, even though it related to situations in which products were repackaged and had
the original trade mark reaffixed, henceforth implies that Community law precludes a prohibition, based on
national law, on replacing trade marks in circumstances such as those described in the first question, and
that, in order to assess the lawfulness of such a prohibition, it is unnecessary to ascertain whether the use
of different trade marks by the proprietor in the Member State of export and in the Member State of
import is attributable either to subjective circumstances or to objective circumstances outwith his control.

25 In light of these considerations, the national court is in substance asking whether the condition that the
markets between Member States be artificially partitioned, as laid down in Hoffmann-La Roche and
Bristol-Myers Squibb, means that, in order to determine whether the proprietor of trade marks may, under
national law, prevent a parallel importer of pharmaceutical products from replacing the trade mark used by
the proprietor in the exporting Member State by the mark the proprietor uses in the importing Member
State, it is necessary to take into consideration:

- circumstances which explain the existence and use of different trade marks in those Member States, and
in particular the fact that the proprietor uses his different trade marks with the intention of partitioning the
markets;

or

- circumstances prevailing at the time of marketing in the importing Member State which make it
necessary to replace the original trade mark by the mark used in the importing Member State in order that
the pharmaceutical product in question may be marketed in that Member State by the parallel importer.

26 The national court also asks if the question whether the opposition of the trade-mark proprietor is in
accordance with Community law falls to be assessed by reference to Article 7 of the Directive or to
Articles 30 and 36 of the Treaty.

27 With regard to the applicable provisions of Community law, there is, under Article 7(1) of the
Directive, exhaustion of the rights conferred by the trade mark only in relation to goods which have been
put on the market in the Community `under that trade mark' by the proprietor or with his consent.
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28 It follows, as the Commission has pointed out, that Article 7 of the Directive is applicable where, after
repackaging of the product, the original trade mark is reaffixed. In contrast, that article does not apply
where the parallel importer replaces the original trade mark with a different one. In the latter case, the
respective rights of the proprietor of the trade marks and of the parallel importer are determined by
Articles 30 and 36 of the Treaty.

29 In the present case, it is clear from the order for reference, and in particular from the wording of the
questions, that the national court is proceeding on the assumption that the Upjohn Group has used different
trade marks in Denmark, France and Greece for the marketing of clindamycin-based pharmaceutical
products. It is thus in the light of Article 36 of the Treaty that the legality of the trade-mark proprietor's
opposition to the replacement of the trade mark falls to be assessed.

30 Moreover, according to the Court's case-law, Article 7 of the Directive, like Article 36 of the Treaty, is
intended to reconcile the fundamental interest in protecting trade mark rights with the fundamental interest
in the free movement of goods within the common market: it follows that those two provisions, which
pursue the same result, must be interpreted in the same way (see Bristol-Myers Squibb, paragraph 40).

31 As regards the question referred, as set out in paragraph 25 of this judgment, according to the Court's
case-law on the repackaging of products with reaffixing of the original trade mark or replacement of that
trade mark by the trade mark used by the proprietor of both in the importing Member State, the capacity
of the trade-mark proprietor to oppose such acts under national law is regarded as justified in the light of
Article 36 of the Treaty, unless it is established, in particular, that such opposition contributes to the
artificial partitioning of the markets between Member States.

32 That condition cannot be applied differently depending on whether the original trade mark is reaffixed
after repackaging or replaced, unless separate rules are justified by objective differences between the two
situations.

33 Upjohn argues that there are indeed such differences and that, for this reason, no exceptions should be
made to the right of the proprietor to oppose replacement of the trade mark, unless, in accordance with the
judgment in American Home Products, evidence is adduced of a subjective intention on the part of the
proprietor to partition the markets. The right to alter a trade mark and, consequently, to affix a trade
mark which the original producer never affixed on the product in question is identical to the substance of
the protection in trade-mark matters. It is therefore logical and proper to draw a distinction between the
two situations, with the result that it would be quite exceptional for a parallel importer to be entitled to
affix on the product in question a new trade mark without the consent of the proprietor.

34 Paranova argues that the subjective circumstances of the proprietor of a trade mark cannot be decisive
where the trade mark has been altered. It takes the view that it is no longer necessary to draw a strict
distinction between the case where there is repackaging with reaffixing of the original trade mark and that
in which the trade mark is replaced, and that these two situations must be regulated according to the same
principles.

35 The Netherlands and United Kingdom Governments take the view that the proprietor of a trade mark
can rely on his property rights in order to prevent an importer from marketing a product under an altered
version of the trade mark used by the proprietor or with his consent in another Member State, unless it is
necessary for the importer to use the amended version of the trade mark in order to allow the products in
question to be marketed in the Member State of import without adverse consequences. Such a condition
of necessity, it is argued, corresponds to the principles laid down in Bristol-Myers Squibb.
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36 The Commission submits that there is no direct reason for maintaining the subjective condition that
there must be an intention on the part of the proprietor of trade marks to partition the markets in the case
where one trade mark is replaced by another and not in the case where pharmaceutical products have been
repackaged or the labelling has been changed. The determining factor ought to be whether the essential
function of the trade mark, which is to guarantee the identity of origin, is jeopardised by the replacement
of one trade mark by another.

37 The view expressed by Paranova, by the Netherlands and United Kingdom Governments, and by the
Commission, in this respect is correct: there is no objective difference between reaffixing a trade mark
after repackaging and replacing the original trade mark by another which is capable of justifying the
condition of artificial partitioning being applied differently in each of those cases.

38 In the first place, the practice of using different packaging and that of using different trade marks for
the same product, in contributing similarly to the partitioning of the single market, adversely affect
intracommunity trade in the same way; secondly, the reaffixing of the original trade mark on the
repackaged product and its replacement by another trade mark both represent a use by the parallel importer
of a trade mark which does not belong to him.

39 Consequently, where the trade-mark rights in the importing Member State allow the proprietor of the
trade mark to prevent it being reaffixed after repackaging of the product or being replaced, and where the
repackaging with reaffixing or the replacement of the trade mark is necessary to enable the products to be
marketed by the parallel importer in the importing Member State, there are obstacles to intracommunity
trade giving rise to artificial partitioning of the markets between Member States within the meaning of the
case-law cited, whether or not the proprietor intended such partitioning.

40 The condition of artificial partitioning of the markets between Member States, as defined by the Court
in Bristol-Myers Squibb, thus applies where a parallel importer replaces the original trade mark by that
used by the proprietor in the Member State of import.

41 Furthermore, as the Advocate General notes in paragraphs 40 to 42 of his Opinion, this solution also
has the practical advantage that it does not require national courts to assess evidence of intention, which is
notoriously difficult to prove.

42 The view that the condition of market partitioning defined in Bristol-Myers Squibb applies to the case
where a trade mark is replaced also implies, contrary to what Paranova argues, that this replacement of the
trade mark must be objectively necessary within the meaning of that judgment if the proprietor is to be
precluded from opposing it.

43 It follows that it is for the national courts to examine whether the circumstances prevailing at the time
of marketing made it objectively necessary to replace the original trade mark by that of the importing
Member State in order that the product in question could be placed on the market in that State by the
parallel importer. This condition of necessity is satisfied if, in a specific case, the prohibition imposed on
the importer against replacing the trade mark hinders effective access to the markets of the importing
Member State. That would be the case if the rules or practices in the importing Member State prevent the
product in question from being marketed in that State under its trade mark in the exporting Member State.
This is so where a rule for the protection of consumers prohibits the use, in the importing Member State,

of the trade mark used in the exporting Member State on the ground that it is liable to mislead consumers.

44 In contrast, the condition of necessity will not be satisfied if replacement of the trade mark is
explicable solely by the parallel importer's attempt to secure a commercial advantage.

45 It is for the national courts to determine, in each specific case, whether it was objectively
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necessary for the parallel importer to use the trade mark used in the Member State of import in order to
enable the imported products to be marketed.

46 In light of the foregoing, the answer to the questions submitted is that the condition of artificial
partitioning of the markets between Member States, as laid down in the judgments in Hoffmann-La Roche
and Bristol-Myers Squibb, means that it is necessary, in order to determine whether the proprietor of a
trade mark may, under national law, prevent a parallel importer of pharmaceutical products from replacing
the trade mark used in the Member State of export by that which the proprietor uses in the Member State
of import, to assess whether the circumstances prevailing at the time of marketing in the Member State of
import make it objectively necessary to replace the original trade mark by that used in the Member State
of import in order that the product in question may be marketed in that State by the parallel importer.
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Judgment of the Court
of 14 September 1999

General Motors Corporation v Yplon SA.
Reference for a preliminary ruling: Tribunal de commerce de Tournai - Belgium.

Directive 89/104/EEC - Trade marks - Protection - Non-similar products or services - Trade mark
having a reputation.

Case C-375/97.

Approximation of laws - Trade marks - Directive 89/104 - Protection of the trade mark extended to
non-similar products or services - Conditions - Reputation of the mark in the Member State - Meaning -
Criteria to be applied

(Council Directive 89/104, Art. 5(2))

$$Article 5(2) of First Council Directive 89/104 concerning trade marks - which extends the protection of
a registered trade mark to products or services which are neither identical nor similar to those for which
the mark is registered, where the latter has a reputation in the Member State and there is clear evidence
that the mark is being unfairly harmed - is to be interpreted as meaning that, in order to satisfy the
requirement relating to reputation, a registered trade mark must be known by a significant part of the
public concerned by the products or services which it covers. In examining whether this condition is
fulfilled, the national court must take into consideration all the relevant facts of the case, in particular the
market share held by the trade mark, the intensity, geographical extent and duration of its use, and the size
of the investment made by the undertaking in promoting it. Territorially, the condition is fulfilled when the
trade mark has a reputation in a substantial part of the territory of a Member State since, failing closer
definition of requirements under Community law on this point, a trade mark cannot be required to have a
reputation `throughout' the territory of the Member State.

Accordingly, in the Benelux territory, it is sufficient for the mark to be known by a significant part of the
public concerned in a substantial part of that territory, which may consist of a part of one of the Benelux
countries.

In Case C-375/97,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Tribunal de
Commerce de Tournai, Belgium, for a preliminary ruling in the proceedings pending before that court
between

General Motors Corporation

and

Yplon SA,

on the interpretation of Article 5(2) of the First Council Directive (89/104/EEC) of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: J.-P. Puissochet (President of the Third and Fifth Chambers), acting for the President, P.
Jann (President of Chamber), J.C. Moitinho de Almeida, C. Gulmann (Rapporteur), J.L. Murray, D.A.O.
Edward, H. Ragnemalm, M. Wathelet and R. Schintgen, Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,
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after considering the written observations submitted on behalf of:,

- General Motors Corporation, by A. Braun and E. Cornu, of the Brussels Bar,

- Yplon SA, by E. Felten and D.-M. Philippe, of the Brussels Bar,

- the Belgian Government, by J. Devadder, General Adviser in the Legal Service of the Ministry of
Foreign Affairs, External Trade and Development Cooperation, acting as Agent,

- the French Government, by K. Rispal-Bellanger, Head of the Sub-directorate for International Economic
Law and Community Law in the Legal Affairs Directorate of the Ministry of Foreign Affairs, and A. de
Bourgoing, Chargé de Mission in the same directorate, acting as Agents,

- the Netherlands Government, by J.G. Lammers, Legal Adviser in the Ministry of Foreign Affairs, acting
as Agent,

- the Commission of the European Communities, by B.J. Drijber, of its Legal Service, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of General Motors Corporation, represented by A. Braun and E. Cornu;
of Yplon SA, represented by D.-M. Philippe; of the Netherlands Government, represented by M.A.
Fierstra, Legal Adviser, acting as Agent; of the United Kingdom Government, represented by M. Silverleaf
QC; and of the Commission, represented by K. Banks, of its Legal Service, acting as Agent, at the hearing
on 22 September 1998,

after hearing the Opinion of the Advocate General at the sitting on 26 November 1998,

gives the following

Judgment

Costs

32 The costs incurred by the Belgian, French, Dutch and United Kingdom Governments, and by the
Commission, which have submitted observations to the Court are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the proceedings before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Tribunal de Commerce, Tournai, by judgment of 30 October
1997, hereby rules:

Article 5(2) of the First Council Directive (89/104/EEC) of 21 December 1988 to approximate the laws of
the Member States relating to trade marks is to be interpreted as meaning that, in order to enjoy protection
extending to non-similar products or services, a registered trade mark must be known by a significant part
of the public concerned by the products or services which it covers. In the Benelux territory, it is
sufficient for the registered trade mark to be known by a significant part of the public concerned in a
substantial part of that territory, which part may consist of a part of one of the countries composing that
territory.

1 By judgment of 30 October 1997, received at the Court on 3 November 1997, the Tribunal de
Commerce (Commercial Court), Tournai, referred to the Court for a preliminary ruling under Article 177
of the EC Treaty (now Article 234 EC) a question on the interpretation of Article 5(2) of the
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First Council Directive (89/104/EEC) of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1, hereinafter `the Directive').

2 The question has been raised in proceedings between General Motors Corporation (hereinafter `General
Motors'), established in Detroit, United States of America, and Yplon SA (hereinafter `Yplon'), established
at Estaimpuis, Belgium, concerning the use of the mark `Chevy'.

Community law

3 Article 1 of the Directive, entitled `Scope', provides:

`This Directive shall apply to every trade mark in respect of goods or services which is the subject of
registration or of an application in a Member State for registration as an individual trade mark, a collective
mark or a guarantee or certification mark, or which is the subject of a registration or an application for
registration in the Benelux Trade Mark Office or of an international registration having effect in a Member
State.'

4 Article 5(1) and (2), of the Directive, entitled `Rights conferred by a trade mark', provides:

`1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

2. Any Member State may also provide that the proprietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade any sign which is identical with, or similar to, the
trade mark in relation to goods or services which are not similar to those for which the trade mark is
registered, where the latter has a reputation in the Member State and where use of that sign without due
cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade
mark.'

The Benelux legislation

5 Article 13(A)(1)(c) of the Uniform Benelux Law on Trade Marks (hereinafter `the Uniform Benelux
Law'), which transposed into Benelux law Article 5(2) of the Directive, provides:

`Without prejudice to any application of the ordinary law governing civil liability, the exclusive rights in a
trade mark shall entitle the proprietor to oppose:

...

(c) any use, in the course of trade and without due cause, of a trade mark which has a reputation in the
Benelux countries or of a similar sign for goods which are not similar to those for which the trade
mark is registered, where use of that sign would take unfair advantage of, or would be detrimental to,
the distinctive character or the repute of the trade mark;

...'

6 That provision, which took effect on 1 January 1996, replaced, as from that date, the old Article
13(A)(2) of the Uniform Benelux Law, under which the exclusive rights in the trade mark allowed the
proprietor to oppose `any other use [use other than that described in paragraph 1(1), namely
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use for an identical or similar product] of the trade mark or a similar sign in the course of trade and
without due cause which would be liable to be detrimental to the owner of the trade mark'.

The dispute in the main proceedings

7 General Motors is the proprietor of the Benelux trade mark `Chevy', which was registered on 18 October
1971 at the Benelux Trade Mark Office for Class 4, 7, 9, 11 and 12 products, and in particular for motor
vehicles. That registration asserts the rights acquired under an earlier Belgian registration on 1 September
1961 and earlier use in the Netherlands in 1961 and in Luxembourg in 1962. Nowadays, the mark `Chevy'
is used more specifically in Belgium to designate vans and similar vehicles.

8 Yplon is also the proprietor of the Benelux trade mark `Chevy', registered at the Benelux Trade Mark
Office on 30 March 1988 for Class 3 products and then on 10 July 1991 for Class 1, 3 and 5 products.
It uses those trade marks for detergents and various cleaning products. It is also the proprietor of the trade
mark `Chevy' in other countries, including several Member States.

9 On 28 December 1995 General Motors applied to the Tribunal de Commerce, Tournai, for an injunction
restraining Yplon from using the sign `Chevy' to designate detergents or cleaning products on the ground
that such use entails dilution of its own trade mark and thus damages its advertising function. Its action
is based, as regards the period prior to 1 January 1996, on the old Article 13(A)(2) of the Uniform
Benelux Law and, as from 1 January 1996, on the new Article 13(A)(1)(c) of that Law. It maintains in
this regard that its mark `Chevy' is a trade mark of repute within the meaning of the latter provision.

10 Yplon is defending the action on the ground, in particular, that General Motors has not shown that its
trade mark has a `reputation' in the Benelux countries within the meaning of the new Article 13(A)(1)(c)
of the Uniform Benelux Law.

11 The Tribunal de Commerce took the view that determination of the case required clarification of the
concept of a trade mark having a reputation and of the question whether the reputation must exist
throughout the Benelux countries or whether it is sufficient for it to exist in part of that territory and
decided to stay proceedings and refer the following question to the Court for a preliminary ruling:

`On reading Article 13(A)(1)(c) of the Uniform Benelux Law introduced pursuant to the amending protocol
in force since 1 January 1996, what is the proper construction of the term "repute of the trade mark" and
may it also be said that such "repute" applies throughout the Benelux countries or to part thereof?'

The question referred for a preliminary ruling

12 By its question the national court is essentially asking the Court of Justice to explain the meaning of
the expression `has a reputation' which is used, in Article 5(2) of the Directive, to specify the first of the
two conditions which a registered trade mark must satisfy in order to enjoy protection extending to
non-similar goods or services and to say whether that condition must be satisfied throughout the Benelux
countries or whether it is sufficient for it to be satisfied in part of that territory.

13 General Motors contends that, in order to have a reputation within the meaning of Article 5(2) of the
Directive, the earlier trade mark must be known by the public concerned, but not to the extent of being
`well-known' within the meaning of Article 6 bis of the Paris Convention for the Protection of Industrial
Property of 20 March 1883 (hereinafter `the Paris Convention'), which is a term to which express
reference is made, albeit in a different context, in Article 4(2)(d) of the Directive. General Motors further
considers that it is sufficient for the trade mark concerned
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to have a reputation in a substantial part of the territory of a Member State, which may cover a
community or a region of that State.

14 Yplon, on the other hand, contends that a trade mark registered in respect of a product or service
intended for the public at large has a reputation within the meaning of Article 5(2) of the Directive when
it is known by a wide section of that public. The principle of speciality can be departed from only for
trade marks which can be associated spontaneously with a particular product or service. The reputation of
the trade mark in question should exist throughout the territory of a Member Start or, in the case of the
Benelux countries, throughout one of those countries.

15 The Belgian Government argues that `trade mark having a reputation' should be construed flexibly and
that there is a difference of degree between a mark with a reputation and a well-known mark. The degree
to which a trade mark is well known cannot be evaluated in the abstract by, for example, setting a
percentage. A reputation in any single one of the three Benelux countries applies throughout the Benelux
territory.

16 The French Government submits that the Court should reply that a trade mark's reputation within the
meaning of Article 5(2) of the Directive cannot be defined precisely. It is a question of assessing case by
case whether the earlier trade mark is known by a wide section of the public concerned by the products
covered by the two marks and whether the earlier mark is of sufficient repute that the public associates it
with the later contested mark. Once it is established that the earlier mark does have a reputation, the
strength of that reputation then determines the extent of the protection afforded by Article 5(2) of the
Directive. Territorially, a reputation in a single Benelux country is sufficient.

17 The Netherlands Government submits that it is sufficient for the trade mark to have a reputation with
the public at which it is aimed. The degree of knowledge required cannot be indicated in abstract terms.
It has to be ascertained whether, in view of all the circumstances, the earlier mark has a reputation which
may be harmed if it is used for non-similar products. The mark does not have to be known throughout a
Member State or, in the case of Benelux trade marks, throughout the Benelux territory.

18 The United Kingdom Government submits that the decisive question is whether use is made without
due cause of the later mark and whether this allows unfair advantage to be taken of, or detriment to be
caused to, the distinctive character or the repute of the earlier trade mark. The answer to that question
depends on an overall assessment of all the relevant factors and, in particular, of the distinctive character
inherent in the mark, the extent of the repute which it has gained, the degree of similarity between the
two marks and the extent of the differences between the products or services covered. Protection should
be afforded to all trade marks which have acquired a reputation and qualificative criteria should then be
applied to limit the protection to marks whose reputation justifies it, protection being granted only where
clear evidence of actual harm is adduced. In law, it is not necessary for the reputation to extend
throughout the territory of a Member State. However, in practice, proof of actual damage could not be
adduced in the case of a trade mark whose reputation is limited to a part of a Member State.

19 In the Commission's submission, `a trade mark with a reputation' should be understood as meaning a
trade mark having a reputation with the public concerned. This is something which is clearly
distinguished from a `well-known' mark referred to in Article 6 bis of the Paris Convention. It is
sufficient for the mark to have a reputation in a substantial part of the Benelux territory and marks having
a reputation in a region merit as much protection as marks having a reputation throughout the Benelux
territory.

20 The Court observes that the first condition for the wider protection provided for in Article
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5(2) of the Directive is expressed by the words `er renommeret' in the Danish version of that provision;
`bekannt ist' in the German version; ` ßñåé ö«iço' in the Greek version; `goce de renombre' in the
Spanish version; `jouit d'une renommée' in the French version; `gode di notorietà' in the Italian version;
`bekend is' in the Dutch version; `goze de prestigio' in the Portuguese version; `laajalti tunnettu' in the
Finnish version; `är känt' in the Swedish version; and by the words `has a reputation' in the English
version.

21 The German, Dutch and Swedish versions use words signifying that the trade mark must be `known'
without indicating the extent of knowledge required, whereas the other language versions use the term
`reputation' or expressions implying, like that term, at a quantitative level a certain degree of knowledge
amongst the public.

22 That nuance, which does not entail any real contradiction, is due to the greater neutrality of the terms
used in the German, Dutch and Swedish versions. Despite that nuance, it cannot be denied that, in the
context of a uniform interpretation of Community law, a knowledge threshold requirement emerges from a
comparison of all the language versions of the Directive.

23 Such a requirement is also indicated by the general scheme and purpose of the Directive. In so far as
Article 5(2) of the Directive, unlike Article 5(1), protects trade marks registered for non-similar products
or services, its first condition implies a certain degree of knowledge of the earlier trade mark among the
public. It is only where there is a sufficient degree of knowledge of that mark that the public, when
confronted by the later trade mark, may possibly make an association between the two trade marks, even
when used for non-similar products or services, and that the earlier trade mark may consequently be
damaged.

24 The public amongst which the earlier trade mark must have acquired a reputation is that concerned by
that trade mark, that is to say, depending on the product or service marketed, either the public at large or
a more specialised public, for example traders in a specific sector.

25 It cannot be inferred from either the letter or the spirit of Article 5(2) of the Directive that the trade
mark must be known by a given percentage of the public so defined.

26 The degree of knowledge required must be considered to be reached when the earlier mark is known
by a significant part of the public concerned by the products or services covered by that trade mark.

27 In examining whether this condition is fulfilled, the national court must take into consideration all the
relevant facts of the case, in particular the market share held by the trade mark, the intensity, geographical
extent and duration of its use, and the size of the investment made by the undertaking in promoting it.

28 Territorially, the condition is fulfilled when, in the terms of Article 5(2) of the Directive, the trade
mark has a reputation `in the Member State'. In the absence of any definition of the Community
provision in this respect, a trade mark cannot be required to have a reputation `throughout' the territory of
the Member State. It is sufficient for it to exist in a substantial part of it.

29 As far as trade marks registered at the Benelux Trade Mark Office are concerned, the Benelux territory
must be treated like the territory of a Member State, since Article 1 of the Directive regards Benelux trade
marks as trade marks registered in a Member State. Article 5(2) must therefore be understood as meaning
a reputation acquired `in' the Benelux territory. For the same reasons as those relating to the condition as
to the existence of a reputation in a Member State, a Benelux trade mark cannot therefore be required to
have a reputation throughout the Benelux territory. It is sufficient for a Benelux trade mark to have a
reputation in a substantial part of the Benelux
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territory, which part may consist of a part of one of the Benelux countries.

30 If, at the end of its examination, the national court decides that the condition as to the existence of a
reputation is fulfilled, as regards both the public concerned and the territory in question, it must then go
on to examine the second condition laid down in Article 5(2) of the Directive, which is that the earlier
trade mark must be detrimentally affected without due cause. Here it should be observed that the stronger
the earlier mark's distinctive character and reputation the easier it will be to accept that detriment has been
caused to it.

31 The answer to be given to the question referred must therefore be that Article 5(2) of the Directive is
to be interpreted as meaning that, in order to enjoy protection extending to non-similar products or
services, a registered trade mark must be known by a significant part of the public concerned by the
products or services which it covers. In the Benelux territory, it is sufficient for the registered trade mark
to be known by a significant part of the public concerned in a substantial part of that territory, which part
may consist of a part of one of the countries composing that territory.
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Judgment of the Court
of 22 June 1999

Lloyd Schuhfabrik Meyer & Co. GmbH v Klijsen Handel BV.
Reference for a preliminary ruling: Landgericht München I - Germany.

Directive 89/104/EEC - Trade mark law - Likelihood of confusion - Aural similarity.
Case C-342/97.

1 Preliminary rulings - Jurisdiction of the national courts - Application of provisions interpreted by the
Court

(EC Treaty, Art. 177 (now Art. 234 EC))

2 Approximation of laws - Trade marks - Directive 89/104 - Right for the owner of a registered trade
mark to contest its unlawful use - Sign used for identical or similar products - Mere aural similarity
between a trade mark and a sign does not preclude the likelihood of confusion - Assessment of the
likelihood of confusion - Criteria - Determination whether a trade mark has a distinctive character -
Criteria

(Council Directive 89/104, Art. 5(1)(b))

1 In accordance with the division of functions provided for by Article 177 of the Treaty (now Article 234
EC), the role of the Court of Justice is limited to providing the national court with the guidance on
interpretation necessary to resolve the case before it, while it is for the national court to apply the rules of
Community law, as interpreted by the Court, to the facts of the case under consideration.

2 It is possible that mere aural similarity between a trade mark and a sign, used for identical or similar
products, may create a likelihood of confusion within the meaning of Article 5(1)(b) of First Directive
89/104 on trade marks. The more similar the goods or services covered and the more distinctive the earlier
mark, the greater will be the likelihood of confusion.

In order to determine the distinctive character of a mark and, accordingly, to assess whether it is highly
distinctive, it is necessary to make a global assessment of the greater or lesser capacity of the mark to
identify the goods or services for which it has been registered as coming from a particular undertaking,
and thus to distinguish those goods or services from those of other undertakings. In making that
assessment, account should be taken of all relevant factors and, in particular, of the inherent characteristics
of the mark, including the fact that it does or does not contain an element descriptive of the goods or
services for which it has been registered. It is not possible to state in general terms, for example by
referring to given percentages relating to the degree of recognition attained by the mark within the relevant
section of the public, when a mark has a strong distinctive character.

In Case C-342/97,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Landgericht
München I (Germany) for a preliminary ruling in the proceedings pending before that court between

Lloyd Schuhfabrik Meyer & Co. GmbH

and

Klijsen Handel BV

on the interpretation of Article 5(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,
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composed of: P.J.G. Kapteyn, President of the Fourth and Sixth Chambers, acting as President, J.-P.
Puissochet and P. Jann (Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, C. Gulmann
(Rapporteur), D.A.O. Edward, L. Sevon and M. Wathelet, Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,

after considering the written observations submitted on behalf of:

- Lloyd Schuhfabrik Meyer & Co. GmbH, by Jürgen Kroher, Rechtsanwalt, Munich,

- Klijsen Handel BV, by Wolfgang A. Rehmann, Rechtsanwalt, Munich,

- the Commission of the European Communities, by Berend Jan Drijber, of its Legal Service, acting as
Agent, assisted by Bertrand Wägenbaur, Rechtsanwalt, Hamburg, and of the Brussels Bar,

having regard to the Report for the Hearing,

after hearing the oral observations of Lloyd Schuhfabrik Meyer & Co. GmbH, represented by Jürgen
Kroher, of Klijsen Handel BV, represented by Wolfgang A. Rehmann, and of the Commission, represented
by Karen Banks, of its Legal Service, acting as Agent, assisted by Bertrand Wägenbaur, at the hearing on
22 September 1998,

after hearing the Opinion of the Advocate General at the sitting on 29 October 1998,

gives the following

Judgment

Costs

29 The costs incurred by the Commission, which has submitted observations to the Court, are not
recoverable. Since these proceedings are, for the parties to the main proceedings, a step in the proceedings
pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Landgericht München I by order of 11 September 1997,
hereby rules:

It is possible that mere aural similarity between trade marks may create a likelihood of confusion within
the meaning of Article 5(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks. The more similar the goods or services
covered and the more distinctive the earlier mark, the greater will be the likelihood of confusion. In
determining the distinctive character of a mark and, accordingly, in assessing whether it is highly
distinctive, it is necessary to make a global assessment of the greater or lesser capacity of the mark to
identify the goods or services for which it has been registered as coming from a particular undertaking,
and thus to distinguish those goods or services from those of other undertakings. In making that
assessment, account should be taken of all relevant factors and, in particular, of the inherent characteristics
of the mark, including the fact that it does or does not contain an element descriptive of the goods or
services for which it has been registered. It is not possible to state in general terms, for example by
referring to given percentages relating to the degree of recognition attained by the mark within the relevant
section of the public, when a mark has a strong distinctive character.
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1 By order of 11 September 1997, received at the Court on 1 October 1997, the Landgericht München I
(Munich I Regional Court) referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty (now Article 234 EC) four questions on the interpretation of Article 5(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1, `the Directive').

2 Those questions were raised in proceedings between the German company Lloyd Schuhfabrik Meyer &
Co. GmbH (`Lloyd') and the Dutch company Klijsen Handel BV (`Klijsen') concerning the commercial use
by Klijsen in Germany of the trade mark `Loint's' for shoes.

3 The Directive, which was implemented in Germany by the Gesetz über den Schutz von Marken und
sonstigen Kennzeichen (Law on the Protection of Trade Marks and Other Signs) of 25 October 1994
(BGBl. I, 1994, p. 3082), provides in Article 5, entitled `Rights conferred by a trade mark':

`1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

...

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.'

4 A provision in substantially identical terms is to be found in Article 4(1)(b) of the Directive which, for
the purposes of registering a trade mark, defines further grounds for refusal or invalidity concerning
conflicts with earlier rights.

5 Lloyd manufactures shoes which it has been distributing since 1927 under the `Lloyd' brand name. It
owns a number of word and picture trade marks registered in Germany, all of which comprise the word
`Lloyd'.

6 Klijsen also manufactures shoes which it has marketed under the trade mark `Loint's' since 1970 in the
Netherlands and since 1991 in Germany. They are distributed through shops specialising in leisure shoes
and more than 90% of sales are of women's shoes. Klijsen obtained international registration of the mark
`Loint's' in the Benelux in 1995 and applied for protection to be extended to Germany. It also had a
word/picture mark `Loint's' registered in 1996 in the Benelux with protection also extended to Germany.

7 In the main proceedings Lloyd seeks, in particular, an order restraining Klijsen from using the `Loint's'
sign for shoes and footwear in the course of business in Germany, and Klijsen's consent, vis-à-vis the
Deutsches Patentamt (the German Patent Office), to the removal of protection for the German parts of the
`Loint's' mark. Lloyd claims, in that regard, that `Loint's' is likely to be confused with `Lloyd' because of
the aural similarity between them, because of their use for identical products and because of the
particularly distinctive character of the `Lloyd' mark, which arises from the absence of descriptive
elements, from the high degree of recognition of the mark and from its comprehensive, consistent and
extensive use over a very long period.

8 Klijsen applied for those claims to be dismissed on the ground that there is no likelihood of confusion
between the two marks. It contended, in particular, that Lloyd products have not been shown to enjoy a
high degree of recognition. Moreover, those products do not have any points of contact with its own
products since Lloyd has no appreciable activity on the leisure shoe market, while Klijsen manufactures
only that category of products. Finally, in the shoe sector, there is no likelihood of confusion with respect
to sound, but only with respect to the graphic form of the
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mark.

9 The national court took the view that the decision in the main proceedings depended on the
interpretation of the Directive and pointed out, in particular, that:

- There probably would be considered to be a likelihood of confusion under current German case-law.
However, the court doubts that that case-law can be upheld as consistent with the Directive.

- A likelihood of confusion as regards sound is, at least, possible.

- According to a survey conducted in November 1995, the degree of recognition of the `Lloyd' mark is
36% of the total population aged 14 to 64. According to an inquiry carried out in April 1996, 10% of
males aged 14 or over said `Lloyd' in response to the question `which brands of men's shoes do you
know?'

- The court doubts that an enhanced distinctive character, based on a degree of recognition of 36% in the
relevant section of the public, can give rise to a likelihood of confusion, even if account is taken of the
likelihood of association. It is important to point out in that regard that it is clear from the survey
conducted in 1995 that 33 brands of shoes had a degree of recognition of over 20%, 13 a degree of
recognition of 40% or more, and 6 a degree of recognition of 70% or more.

- It should be considered that, in this case, there is identity of products, the range of products of the two
parties consisting of shoes and the current tendency being to extend the scope of goods sold under a mark.

- Even if similar signs are almost never perceived simultaneously by purchasers of shoes, the `inattentive
purchaser' cannot be taken as a basis for assessing the likelihood of confusion.

10 In the light of those observations the Landgericht München I decided to stay proceedings and refer the
following questions to the Court of Justice for a preliminary ruling:

` 1. Does it suffice, for there to be a likelihood of confusion because of similarity between the sign and
the trade mark and identity of the goods or services covered by the sign and the mark, that the mark and
the sign each consist of a single syllable only, are identical in sound both at the beginning and as regards
the only combination of vowels and the - single - final consonant of the mark recurs in the sign in similar
form ("t" instead of "d") in a consonant cluster of three consonants including "s"; specifically, do the
designations "Lloyd" and "Loint's" for shoes conflict?

2. What is the significance in this connection of the wording of the Directive which provides that the
likelihood of confusion includes the likelihood of association between the sign and the trade mark?

3. Must a special distinctive character, and hence an extended material scope of protection of a
distinguishing sign, already be taken to exist where there is a degree of recognition of 10% in the relevant
section of the public?

Would that be the case with a degree of recognition of 36%?

Would such an extension of the scope of protection lead to a different answer to Question 1, if that
question were to be answered by the Court of Justice in the negative?

4. Is a trade mark to be taken to have an enhanced distinctive character simply because it has no
descriptive elements?'

11 At the outset, it is necessary to recall, as did the Advocate General at paragraphs 8 to 13 of his
Opinion, the consistent case-law relating to the division of functions provided for by Article 177 of the
Treaty, under which the role of the Court of Justice is limited to providing the national court with the
guidance on interpretation necessary to resolve the case before it, while it is for
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the national court to apply the rules of Community law, as interpreted by the Court, to the facts of the
case under consideration (see, to this effect, Case C-320/88 Shipping and Forwarding Enterprise SAFE
[1990] ECR I-285, paragraph 11). It follows that it is for the national court to rule on the question
whether there exists between the two marks at issue in the main proceedings a likelihood of confusion
within the meaning of the Directive.

12 Accordingly, by its questions, which it is appropriate to examine together, the national court is seeking
clarification from the Court on the following matters:

- the criteria to be applied in assessing the likelihood of confusion within the meaning of Article 5(1)(b)
of the Directive;

- the significance to be attached to the wording of the Directive, according to which the likelihood of
confusion includes the `likelihood of association' with the earlier mark; and

- the effect to be ascribed, in assessing the likelihood of confusion, to the fact that the mark is highly
distinctive.

13 In that regard, the national court raises, first, the question whether a likelihood of confusion can be
based solely on the aural similarity of the marks in question and, second, whether the mere fact that a
mark has no descriptive elements is sufficient for it to have an enhanced distinctive character.

14 Lloyd proposes, in substance, that the question referred should be answered in the affirmative. It adds
that, in determining whether a mark has a particularly distinctive character, it is inappropriate to refer in a
systematic way to percentages of recognition which may be revealed in surveys. Acknowledgement of a
particularly distinctive character depends, on the contrary, on a qualitative assessment of all the factors
constituting the reputation of a trade mark, including the degree of original distinctive character, the
duration and extent of the use of the mark, the image of quality that the section of the public concerned
associate with the mark, and its degree of recognition. Furthermore, according to Lloyd, a mark without
descriptive elements is, in itself, more highly distinctive [`besitzt höhere Kennzeichnungskraft'] than marks
which have a weak distinctive character [`mit geringer Unterscheidungskraft'] or are subject to a strong
requirement of availability [`Freihaltebedürfnis'], given that the question of the similarity between products
plays an important role in determining the likelihood of confusion.

15 Klijsen submits that it is necessary to refer not to an isolated combination of vowels, but to the overall
impression created by the two marks, taking into account all the relevant factors in the individual case, in
particular the actual contact between the marks on the market. According to Klijsen, the section of the
public concerned have a visual perception of the marks since shoes are purchased only after being tried
on. The actual situation which characterises the purchase of shoes excludes a likelihood of confusion on
the part of an observant and reasonably circumspect consumer. Acknowledgement of a particularly
distinctive character cannot depend only on a degree of recognition defined in the abstract. On the
contrary, account should be taken of all the factors which actually characterise the respective marks. Of
itself, the fact that a mark has no descriptive elements is not sufficient to imply the existence of an
enhanced distinctive character.

16 The Commission submits that it is not for the Court of Justice to determine whether the designations
`Lloyd' and `Loint's', as applied to shoes, are sufficiently similar as regards sound to create a likelihood of
confusion. Referring to Case C-251/95 SABEL v Puma [1997] ECR I-6191, paragraphs 22 and 23, the
Commission states that the existence of a likelihood of confusion within the meaning of Article 5(1)(b) of
the Directive does not depend only on the question of the similarity of the marks as regards sound.
Furthermore, it submits that the distinctiveness of a mark is not attached solely to the extent of its
reputation but must also be assessed as a function of the question whether,
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and to what extent, its components are descriptive with little imaginative content.

17 According to the case-law of the Court of Justice, the risk that the public might believe that the goods
or services in question come from the same undertaking or, as the case may be, from economically-linked
undertakings, constitutes a likelihood of confusion within the meaning of Article 5(1)(b) of the Directive
(see, to that effect, SABEL, paragraphs 16 to 18, and Case C-39/97 Canon [1998] ECR I-5507, paragraph
29). It follows from the very wording of Article 5(1)(b) that the concept of likelihood of association is not
an alternative to that of likelihood of confusion, but serves to define its scope (see, to that effect, SABEL,
paragraphs 18 and 19).

18 According to the same case-law, likelihood of confusion on the part of the public must be appreciated
globally, taking into account all factors relevant to the circumstances of the case (see, to that effect,
SABEL, paragraph 22).

19 That global assessment implies some interdependence between the relevant factors, and in particular a
similarity between the trade marks and between the goods or services covered. Accordingly, a lesser
degree of similarity between those goods or services may be offset by a greater degree of similarity
between the marks, and vice versa. The interdependence of these factors is expressly mentioned in the
tenth recital in the preamble to the Directive, which states that it is indispensable to give an interpretation
of the concept of similarity in relation to the likelihood of confusion, the appreciation of which depends,
in particular, on the recognition of the trade mark on the market and the degree of similarity between the
mark and the sign and between the goods or services identified (see Canon, paragraph 17).

20 Furthermore, the more distinctive the earlier mark, the greater will be the likelihood of confusion
(SABEL, paragraph 24), and therefore marks with a highly distinctive character, either per se or because
of the recognition they possess on the market, enjoy broader protection than marks with a less distinctive
character (see Canon, paragraph 18).

21 It follows that, for the purposes of Article 5(1)(b) of the Directive, there may be a likelihood of
confusion, notwithstanding a lesser degree of similarity between the trade marks, where the goods or
services covered by them are very similar and the earlier mark is highly distinctive (see, to that effect,
Canon, paragraph 19).

22 In determining the distinctive character of a mark and, accordingly, in assessing whether it is highly
distinctive, the national court must make an overall assessment of the greater or lesser capacity of the
mark to identify the goods or services for which it has been registered as coming from a particular
undertaking, and thus to distinguish those goods or services from those of other undertakings (see, to that
effect, judgment of 4 May 1999 in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee v Huber
and Attenberger [1999] ECR I-2779, paragraph 49).

23 In making that assessment, account should be taken, in particular, of the inherent characteristics of the
mark, including the fact that it does or does not contain an element descriptive of the goods or services
for which it has been registered; the market share held by the mark; how intensive, geographically
widespread and long-standing use of the mark has been; the amount invested by the undertaking in
promoting the mark; the proportion of the relevant section of the public which, because of the mark,
identifies the goods or services as originating from a particular undertaking; and statements from chambers
of commerce and industry or other trade and professional associations (see Windsurfing Chiemsee,
paragraph 51).

24 It follows that it is not possible to state in general terms, for example by referring to given percentages
relating to the degree of recognition attained by the mark within the relevant section of the public, when a
mark has a strong distinctive character (see, to that effect, Windsurfing Chiemsee, paragraph 52).
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25 In addition, the global appreciation of the likelihood of confusion must, as regards the visual, aural or
conceptual similarity of the marks in question, be based on the overall impression created by them, bearing
in mind, in particular, their distinctive and dominant components. The wording of Article 5(1)(b) of the
Directive - `... there exists a likelihood of confusion on the part of the public ...' - shows that the
perception of marks in the mind of the average consumer of the category of goods or services in question
plays a decisive role in the global appreciation of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (see, to that
effect, SABEL, paragraph 23).

26 For the purposes of that global appreciation, the average consumer of the category of products
concerned is deemed to be reasonably well-informed and reasonably observant and circumspect (see, to
that effect, Case C-210/96 Gut Springenheide and Tusky [1998] ECR I-4657, paragraph 31). However,
account should be taken of the fact that the average consumer only rarely has the chance to make a direct
comparison between the different marks but must place his trust in the imperfect picture of them that he
has kept in his mind. It should also be borne in mind that the average consumer's level of attention is
likely to vary according to the category of goods or services in question.

27 In order to assess the degree of similarity between the marks concerned, the national court must
determine the degree of visual, aural or conceptual similarity between them and, where appropriate,
evaluate the importance to be attached to those different elements, taking account of the category of goods
or services in question and the circumstances in which they are marketed.

28 In the light of the foregoing, the answer to the questions referred to the Court must be that it is
possible that mere aural similarity between trade marks may create a likelihood of confusion within the
meaning of Article 5(1)(b) of the Directive. The more similar the goods or services covered and the more
distinctive the earlier mark, the greater will be the likelihood of confusion. In determining the distinctive
character of a mark and, accordingly, in assessing whether it is highly distinctive, it is necessary to make
a global assessment of the greater or lesser capacity of the mark to identify the goods or services for
which it has been registered as coming from a particular undertaking, and thus to distinguish those goods
or services from those of other undertakings. In making that assessment, account should be taken of all
relevant factors and, in particular, of the inherent characteristics of the mark, including the fact that it does
or does not contain an element descriptive of the goods or services for which it has been registered. It is
not possible to state in general terms, for example by referring to given percentages relating to the degree
of recognition attained by the mark within the relevant section of the public, when a mark has a strong
distinctive character.
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Judgment of the Court
of 4 May 1999

Windsurfing Chiemsee Produktions- und Vertriebs GmbH (WSC) v Boots- und Segelzubehör
Walter Huber and Franz Attenberger.

References for a preliminary ruling: Landgericht München I - Germany.
Directive 89/104/EEC - Trade marks - Geographical indications of origin.

Joined cases C-108/97 and C-109/97.

1 Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Trade mark consisting exclusively of an indication of
geographical origin - Meaning

(Council Directive 89/104, Art. 3(1)(c))

2 Approximation of laws - Trade marks - Directive 89/104 - Where registration of a trade mark may be
refused or the trade mark declared invalid - Trade mark devoid of distinctive character - Exception -
Distinctive character acquired by use - Meaning - Interpretation - Criteria

(Council Directive 89/104, Art. 3(3))

1 Article 3(1)(c) of First Directive 89/104 on trade marks is to be interpreted as meaning that:

- it does not prohibit the registration of geographical names as trade marks solely where the names
designate places which are, in the mind of the relevant class of persons, currently associated with the
category of goods in question; it also applies to geographical names which are liable to be used in future
by the undertakings concerned as an indication of the geographical origin of that category of goods;

- where there is currently no association in the mind of the relevant class of persons between the
geographical name and the category of goods in question, the competent authority must assess whether it
is reasonable to assume that such a name is, in the mind of the relevant class of persons, capable of
designating the geographical origin of that category of goods;

- in making that assessment, particular consideration should be given to the degree of familiarity amongst
the relevant class of persons with the geographical name in question, with the characteristics of the place
designated by that name, and with the category of goods concerned;

- it is not necessary for the goods to be manufactured in the geographical location in order for them to be
associated with it.

2 The first sentence of Article 3(3) of the First Directive 89/104 on trade marks is to be interpreted as
meaning that:

- a trade mark acquires distinctive character following the use which has been made of it where the mark
has come to identify the product in respect of which registration is applied for as originating from a
particular undertaking and thus to distinguish that product from goods of other undertakings;

- in the case of a trade mark embodying an indication of geographical origin, it precludes differentiation as
regards distinctiveness by reference to the perceived importance of keeping the geographical name
available for use by other undertakings;

- in determining whether a trade mark has acquired distinctive character following the use which has been
made of it, the competent authority must make an overall assessment of the evidence that the mark has
come to identify the product concerned as originating from a particular undertaking and thus to distinguish
that product from goods of other undertakings; in that connection, in the case of a trade mark embodying
an indication of geographical origin, regard must be had in particular to the specific nature of the
geographical name in question;
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- if the competent authority finds that a significant proportion of the relevant class of persons identify
goods as originating from a particular undertaking because of the trade mark, it must hold the requirement
for registering the mark to be satisfied;

- where the competent authority has particular difficulty in assessing the distinctive character of a mark in
respect of which registration is applied for, Community law does not preclude it from having recourse,
under the conditions laid down by its own national law, to an opinion poll as guidance for its judgment.

In Joined Cases C-108/97 and C-109/97,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Landgericht
München I, Germany, for a preliminary ruling in the proceedings pending before that court between

Windsurfing Chiemsee Produktions- und Vertriebs GmbH (WSC)

and

Boots- und Segelzubehör Walter Huber (C-108/97), Franz Attenberger (C-109/97)

"on the interpretation of Articles 3(1)(c) and 3(3) of the First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40,
p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, P.J.G. Kapteyn, J.-P. Puissochet, G. Hirsch and P. Jann
(Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, C. Gulmann (Rapporteur) and D.A.O.
Edward, Judges,

Advocate General: G. Cosmas,

Registrar: H.A. Rühl, Principal Administrator,

after considering the written observations submitted on behalf of:

- Windsurfing Chiemsee Produktions- und Vertriebs GmbH (WSC), by Stephan Gruber, Rechtsanwalt,
Munich,

- Boots- und Segelzubehör Walter Huber, by Michael Nieder, Rechtsanwalt, Munich,

- Mr Attenberger, by Richard Schönwerth, Rechtsanwalt, Munich,

- the Italian Government, by Umberto Leanza, Head of the Legal Department of the Ministry of Foreign
Affairs, acting as Agent, assisted by Oscar Fiumara, Avvocato dello Stato,

- the Commission of the European Communities, by Jan Berend Drijber, of its Legal Service, acting as
Agent, assisted by Bertrand Wägenbaur, of the Brussels Bar,

having regard to the Report for the Hearing,

after hearing the oral observations of Windsurfing Chiemsee Produktions- und Vertriebs GmbH (WSC),
Boots- und Segelzubehör Walter Huber, Mr Attenberger and the Commission at the hearing on 3 March
1998,

after hearing the Opinion of the Advocate General at the sitting on 5 May 1998,

gives the following

Judgment
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Costs

55 The costs incurred by the Italian Government and by the Commission of the European Communities,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the proceedings pending before the national court, the decision
on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Landgericht München I by orders of 8 January 1997,
hereby rules:

1. Article 3(1)(c) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws
of the Member States relating to trade marks is to be interpreted as meaning that:

- it does not prohibit the registration of geographical names as trade marks solely where the names
designate places which are, in the mind of the relevant class of persons, currently associated with the
category of goods in question; it also applies to geographical names which are liable to be used in future
by the undertakings concerned as an indication of the geographical origin of that category of goods;

- where there is currently no association in the mind of the relevant class of persons between the
geographical name and the category of goods in question, the competent authority must assess whether it
is reasonable to assume that such a name is, in the mind of the relevant class of persons, capable of
designating the geographical origin of that category of goods;

- in making that assessment, particular consideration should be given to the degree of familiarity amongst
the relevant class of persons with the geographical name in question, with the characteristics of the place
designated by that name, and with the category of goods concerned;

- it is not necessary for the goods to be manufactured in the geographical location in order for them to be
associated with it.

2. The first sentence of Article 3(3) of the First Directive 89/104/EEC is to be interpreted as meaning that:

- a trade mark acquires distinctive character following the use which has been made of it where the mark
has come to identify the product in respect of which registration is applied for as originating from a
particular undertaking and thus to distinguish that product from goods of other undertakings;

- it precludes differentiation as regards distinctiveness by reference to the perceived importance of keeping
the geographical name available for use by other undertakings;

- in determining whether a trade mark has acquired distinctive character following the use which has been
made of it, the competent authority must make an overall assessment of the evidence that the mark has
come to identify the product concerned as originating from a particular undertaking and thus to distinguish
that product from goods of other undertakings;

- if the competent authority finds that a significant proportion of the relevant class of persons identify
goods as originating from a particular undertaking because of the trade mark, it must hold the requirement
for registering the mark to be satisfied;

- where the competent authority has particular difficulty in assessing the distinctive character of a mark in
respect of which registration is applied for, Community law does not preclude it from having recourse,
under the conditions laid down by its own national law, to an opinion poll as guidance
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for its judgment.

1 By two orders of 8 January 1997, received at the Court Registry on 14 March 1997, the Landgericht
München I (Regional Court, Munich I) referred to the Court for a preliminary ruling under Article 177 of
the EC Treaty (now Article 234 EC) a number of questions on the interpretation of Articles 3(1)(c) and
3(3) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1, hereinafter `the Directive').

2 Those questions were raised in two sets of proceedings between Windsurfing Chiemsee Produktions- und
Vertriebs GmbH (hereinafter `Windsurfing Chiemsee'), on the one hand, and Boots- und Segelzubehör
Walter Huber (hereinafter `Huber') and Franz Attenberger, on the other, relating to the use by Huber and
Mr Attenberger of the designation `Chiemsee' for the sale of sportswear.

Community law

3 Article 2 of the Directive, entitled `Signs of which a trade mark may consist', provides:

`A trade mark may consist of any sign capable of being represented graphically, particularly words,
including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

4 Article 3 of the Directive, entitled `Grounds for refusal or invalidity', provides

`1. The following shall not be registered or if registered shall be liable to be declared invalid:

(a) signs which cannot constitute a trade mark;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate
the kind, quality, quantity, intended purpose, value, geographical origin, or the time of production of the
goods or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the
current language or in the bona fide and established practices of the trade;

...

(g) trade marks which are of such a nature as to deceive the public, for instance as to the nature, quality or
geographical origin of the goods or service;

...

3. A trade mark shall not be refused registration or be declared invalid in accordance with paragraph 1
(b), (c) or (d) if, before the date of application for registration and following the use which has been made
of it, it has acquired a distinctive character. Any Member State may in addition provide that this provision
shall also apply where the distinctive character was acquired after the date of application for registration or
after the date of registration'.

5 Article 6 of the Directive, entitled `Limitation of the effects of a trade mark', provides:

`1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin,
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the time of production of goods or of rendering of the service, or other characteristics of goods or
services;

...

provided he uses them in accordance with honest practices in industrial or commercial matters'.

6 Article 15(2) of the Directive provides, under the heading `Special provisions in respect of collective
marks, guarantee marks and certification marks':

`By way of derogation from Article 3(1)(c), Member States may provide that signs or indications which
may serve, in trade, to designate the geographical origin of the goods or services may constitute collective,
guarantee or certification marks. Such a mark does not entitle the proprietor to prohibit a third party from
using in the course of trade such signs or indications, provided he uses them in accordance with honest
practices in industrial or commercial matters; in particular, such a mark may not be invoked against a third
party who is entitled to use a geographical name'.

National law

7 The Markengesetz (Law on Trade Marks), which has been applicable since 1 January 1995, transposed
the Directive into German law. Under Section 8(2)(2) of the Markengesetz, trade marks `which consist
exclusively of... indications which may serve in trade to designate the ... geographical origin... or other
characteristics of the goods' are to be refused registration.

8 Pursuant to Section 8(3) of the Markengesetz, Section 8(2)(2) does not apply `if the mark, before the
time of the decision on registration, as a result of its use for the goods... in respect of which registration
has been applied for, has gained acceptance among the relevant class of persons'.

The main proceedings and the questions referred

9 The Chiemsee is the largest lake in Bavaria, with an area of 80 km2. It is a tourist destination and
surfing is one of the activities carried on there. The surrounding area, called the `Chiemgau', is primarily
agricultural.

10 Windsurfing Chiemsee, which is based near the shores of the Chiemsee, sells sports fashion clothing,
shoes and other sports goods which are designed by a sister company based in the same place, but are
manufactured elsewhere. The goods bear the designation `Chiemsee'. Between 1992 and 1994,
Windsurfing Chiemsee registered that designation in Germany as a picture trade mark in the form of
various graphic designs, in some cases with additional features or words such as `Chiemsee Jeans' and
`Windsurfing - Chiemsee - Active Wear'.

11 According to the orders for reference, there is no German trade mark by which the word `Chiemsee' as
such is protected. The German registration authorities have hitherto regarded the word `Chiemsee' as an
indication which may serve to designate geographical origin and which is consequently incapable of
registration as a trade mark. However, they have allowed the various particular graphic representations of
the word `Chiemsee' and the additional accompanying features to be registered as picture marks.

12 Huber has been selling sports clothing such as T-shirts and sweat-shirts since 1995 in a town situated
near the shores of the Chiemsee. The clothing bears the designation `Chiemsee', but this is depicted in a
different graphic form from that of the trade marks which identify Windsurfing Chiemsee's products.

13 Mr Attenberger sells the same type of sports clothing in the Chiemsee area, also bearing the
designation `Chiemsee', but using different graphic forms and, for certain products, additional features
different from those of Windsurfing Chiemsee.

14 In the main proceedings, Windsurfing Chiemsee challenges the use by Huber and Mr Attenberger
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of the name `Chiemsee', claiming that, notwithstanding the differences in graphic representation of the
marks on the products in question, there is a likelihood of confusion with its designation `Chiemsee' with
which, it claims, the public is familiar and which has in any case been in use since 1990.

15 The defendants in the main proceedings, on the other hand, contend that, since the word `Chiemsee' is
an indication which designates geographical origin and must consequently remain available, it is not
capable of protection, and that using it in a different graphic form from that used by Windsurfing
Chiemsee cannot create any likelihood of confusion.

16 The Landgericht München I makes the following observations in its orders for reference:

- if a mark consists of a descriptive indication within the meaning of Article 3(1)(c) of the Directive
represented in an unusual graphic way, then the distinctive character of the mark and the extent to which
it is protected are based only on the particular graphic components to be protected. Any likelihood of
confusion can result only from a similarity between those components, not from any similarity between the
descriptive elements;

- even if the competent authority has registered a trade mark only on the basis of a particular graphic
form of a word which it regards as incapable of protection in itself, the court hearing an infringement
dispute may take the view that the word itself is none the less entitled to protection and determine the
`overall impression' and distinctive character of the disputed mark differently from the registration
authority;

- in order for the main proceedings to be decided, it must be determined whether and, if so, to what
extent the interpretation of Article 3(1)(c) of the Directive is affected and restricted by a `need to leave
free' (`Freihaltebedürfnis'), which under German case-law must be a real, current or serious need. If it is
unnecessary to have regard to or to evaluate a `serious need to leave free', then the word `Chiemsee' is
automatically covered by Article 3(1)(c), because it may in any event serve to designate the geographical
origin of clothing. If, however, consideration must be given to a `serious need to leave free', then the fact
that there is no textile industry on the shores of the Chiemsee must also be taken into account. The
plaintiff's products may be designed there, but they are manufactured abroad;

- the question may also arise whether the word `Chiemsee', can, following the use made of it, be protected
as a trade mark without being registered under Section 4(2) of the Markengesetz. Since it follows that the
requirements of Section 4(2) are fulfilled if those of Section 8(3) are fulfilled, Article 3(3) of the
Directive, which constitutes the basis for Section 8(3), calls for interpretation;

- the question then arises whether Article 3(3) of the Directive implies that a sign is capable of
registration when it has been used as a trade mark for a sufficient length of time and to a sufficient
degree, such that a not inconsiderable proportion of the relevant circles view it as a trade mark or
whether, as the German legislature has suggested by its use of the concept of `trade acceptance'
(`Verkehrsdurchsetzung') in Section 8(3) of the Markengesetz, the strict requirements which it has hitherto
been German practice to impose continue to apply - which would suggest, inter alia, that the extent of
`trade acceptance' required varies according to how important it is for the designation to be left free
(`Freihalteinteresse').

17 In those circumstances, the Landgericht München I, seeking guidance on the interpretation of the
Directive, decided to stay proceedings and refer the following questions to the Court of Justice for a
preliminary ruling:

`1. Questions on Article 3(1)(c):

Is Article 3(1)(c) to be understood as meaning that it suffices if there is a possibility of the designation
being used to indicate the geographical origin, or must that possibility be likely in
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a particular case (in the sense that other such undertakings already use that word to designate the
geographical origin of their goods of similar type, or at least that there are specific reasons to believe that
that may be expected in the foreseeable future), or must there even be a need to use that designation to
indicate the geographical origin of the goods in question, or must there in addition also be a qualified
need for the use of that indication of origin, for instance because goods of that kind, produced in that
region, enjoy a special reputation?

Is it of significance for a broader or narrower interpretation of Article 3(1)(c) with respect to geographical
indications of origin that the effects of the mark are restricted under Article 6(1)(b)?

Do geographical indications of origin under Article 3(1)(c) cover only those which relate to the
manufacture of the goods at that place, or does trade in those goods at that place or from that place
suffice, or in the case of the production of textiles does it suffice if they are designed in the region
designated but then manufactured under contract elsewhere?

2. Questions on the first sentence of Article 3(3):

What requirements follow from this provision for the registrability of a descriptive designation under
Article 3(1)(c)?

In particular, are the requirements the same in all cases, or are the requirements different according to the
degree of the need to leave free?

Is in particular the view hitherto taken in the German case-law, namely that in the case of descriptive
designations which need to be left free, trade acceptance in more than 50% of the trade circles concerned
is required and is to be demonstrated, compatible with that provision?

Do requirements follow from this provision as to the manner in which descriptive character acquired by
use is to be ascertained?'

18 By order of the President of the Court of 8 July 1997, the two cases were joined for the purposes of
the written and oral procedure and the judgment.

Questions on Article 3(1)(c) of the Directive

19 By those questions, which may conveniently be considered together, the national court is essentially
asking in what circumstances Article 3(1)(c) of the Directive precludes registration of a trade mark which
consists exclusively of a geographical name. In particular, it is asking:

- if the application of Article 3(1)(c) depends on whether there is a real, current or serious need to leave
the sign or indication free; and

- what connection there must be between the geographical location and the goods in respect of which
registration of the geographical name for that location as a trade mark is applied for.

20 Windsurfing Chiemsee claims that Article 3(1)(c) of the Directive precludes registration of an indication
of geographical origin as a trade mark only where the indication in fact designates a specified place,
several undertakings manufacture the goods in respect of which protection is applied for in that place, and
the place name is habitually used to designate the geographical origin of those goods.

21 Huber and Mr Attenberger contend that the fact that there is a serious possibility that a name may in
future be used to designate geographical origin in the sector of the goods in question is sufficient to
preclude registration of that name as a trade mark under Article 3(1)(c) of the Directive. That provision is
not, in their view, directed exclusively at indications of origin which relate to manufacture of the goods.
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22 The Italian Government submits that it must be left open to each undertaking to avail itself of the
possibility of using, whether for manufacture or for trade, an indication of geographical origin to designate
goods which are connected in any way with a particular place. The mere fact that the indication can be
used to designate geographical origin is sufficient for Article 3(1)(c) to come into play and there does not
appear to be any need for the possibility to be of a particular kind in order for that provision to apply.

23 The Commission considers that Article 3(1)(c) should be interpreted as meaning that the question
whether there are grounds for refusing registration does not depend on the existence or otherwise in a
particular case of a real or serious need to leave a sign or indication free for the benefit of third parties.
In the case of sports fashion goods, the place or area where those goods were designed and, if relevant,
where the undertaking which placed the order for their manufacture is based, are covered by indications of
geographical origin under Article 3(1)(c).

24 It should first of all be observed that Article 3(1)(c) of the Directive provides that registration is to be
refused in respect of descriptive marks, that is to say marks composed exclusively of signs or indications
which may serve to designate the characteristics of the categories of goods or services in respect of which
registration is applied for.

25 However, Article 3(1)(c) of the Directive pursues an aim which is in the public interest, namely that
descriptive signs or indications relating to the categories of goods or services in respect of which
registration is applied for may be freely used by all, including as collective marks or as part of complex
or graphic marks. Article 3(1)(c) therefore prevents such signs and indications from being reserved to one
undertaking alone because they have been registered as trade marks.

26 As regards, more particularly, signs or indications which may serve to designate the geographical origin
of the categories of goods in relation to which registration of the mark is applied for, especially
geographical names, it is in the public interest that they remain available, not least because they may be
an indication of the quality and other characteristics of the categories of goods concerned, and may also,
in various ways, influence consumer tastes by, for instance, associating the goods with a place that may
give rise to a favourable response.

27 The public interest underlying the provision which the national court has asked the Court to interpret is
also evident in the fact that it is open to the Member States, under Article 15(2) of the Directive, to
provide, by way of derogation from Article 3(1)(c), that signs or indications which may serve to designate
the geographical origin of the goods may constitute collective marks.

28 In addition, Article 6(1)(b) of the Directive, to which the national court refers in its questions, does not
run counter to what has been stated as to the objective of Article 3(1)(c), nor does it have a decisive
bearing on the interpretation of that provision. Indeed, Article 6(1)(b), which aims, inter alia, to resolve the
problems posed by registration of a mark consisting wholly or partly of a geographical name, does not
confer on third parties the right to use the name as a trade mark but merely guarantees their right to use it
descriptively, that is to say, as an indication of geographical origin, provided that it is used in accordance
with honest practices in industrial and commercial matters.

29 Article 3(1)(c) of the Directive is not confined to prohibiting the registration of geographical names as
trade marks solely where they designate specified geographical locations which are already famous, or are
known for the category of goods concerned, and which are therefore associated with those goods in the
mind of the relevant class of persons, that is to say in the trade and amongst average consumers of that
category of goods in the territory in respect of which registration is applied for.

30 Indeed, it is clear from the actual wording of Article 3(1)(c), which refers to `... indications
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which may serve... to designate... geographical origin', that geographical names which are liable to be used
by undertakings must remain available to such undertakings as indications of the geographical origin of the
category of goods concerned.

31 Thus, under Article 3(1)(c) of the Directive, the competent authority must assess whether a
geographical name in respect of which application for registration as a trade mark is made designates a
place which is currently associated in the mind of the relevant class of persons with the category of goods
concerned, or whether it is reasonable to assume that such an association may be established in the future.

32 In the latter case, when assessing whether the geographical name is capable, in the mind of the relevant
class of persons, of designating the origin of the category of goods in question, regard must be had more
particularly to the degree of familiarity amongst such persons with that name, with the characteristics of
the place designated by the name, and with the category of goods concerned.

33 In that connection, Article 3(1)(c) of the Directive does not in principle preclude the registration of
geographical names which are unknown to the relevant class of persons - or at least unknown as the
designation of a geographical location - or of names in respect of which, because of the type of place they
designate (say, a mountain or lake), such persons are unlikely to believe that the category of goods
concerned originates there.

34 However, it cannot be ruled out that the name of a lake may serve to designate geographical origin
within the meaning of Article 3(1)(c), even for goods such as those in the main proceedings, provided that
the name could be understood by the relevant class of persons to include the shores of the lake or the
surrounding area.

35 It follows from the foregoing that the application of Article 3(1)(c) of the Directive does not depend on
there being a real, current or serious need to leave a sign or indication free (`Freihaltebedürfnis') under
German case-law, as outlined in the third indent of paragraph 16 of this judgment.

36 Finally, it is important to note that, whilst an indication of the geographical origin of goods to which
Article 3(1)(c) of the Directive applies usually indicates the place where the goods were or could be
manufactured, the connection between a category of goods and a geographical location might depend on
other ties, such as the fact that the goods were conceived and designed in the geographical location
concerned.

37 In view of the foregoing, the answer to the questions on Article 3(1)(c) of the Directive must be that
Article 3(1)(c) is to be interpreted as meaning that:

- it does not prohibit the registration of geographical names as trade marks solely where the names
designate places which are, in the mind of the relevant class of persons, currently associated with the
category of goods in question; it also applies to geographical names which are liable to be used in future
by the undertakings concerned as an indication of the geographical origin of that category of goods;

- where there is currently no association in the mind of the relevant class of persons between the
geographical name and the category of goods in question, the competent authority must assess whether it
is reasonable to assume that such a name is, in the mind of the relevant class of persons, capable of
designating the geographical origin of that category of goods;

- in making that assessment, particular consideration should be given to the degree of familiarity amongst
the relevant class of persons with the geographical name in question, with the characteristics of the place
designated by that name, and with the category of goods concerned;

- it is not necessary for the goods to be manufactured in the geographical location in order for them to be
associated with it.
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Questions on the first sentence of Article 3(3) of the Directive

38 By those questions, the national court is essentially asking what requirements must be met, for the
purposes of the first sentence of Article 3(3) of the Directive, in order for a mark to have acquired
distinctive character through use. In particular, it is asking whether those requirements differ according to
the extent of the need to keep the mark free (`Freihaltebedürfnis'), and whether that provision lays down
any requirements as to how distinctive character acquired through use is to be assessed.

39 Windsurfing Chiemsee claims that the degree of distinctive character required under Article 3(3) is the
same as that initially required on registration of a mark, and that the concept of the need to keep a mark
free is consequently of no relevance. It argues that there need not be specific trade acceptance amongst
the relevant class of persons. When assessing distinctive character acquired through use, all the evidence
must be admitted and evaluated, including evidence relating to the turnover of the mark, advertising costs
and press reports.

40 Huber contends that Article 3(3) of the Directive and Section 8(3) of the Markengesetz represent `two
sides of the same coin'. Where Article 3(3) refers to the result, that is to say the acquisition of distinctive
character, Section 8(3) focuses on the way in which that result was achieved, namely trade acceptance of
the mark amongst the relevant class of persons as a distinctive sign of the goods. Whether or not a
descriptive name is registrable depends on the case in point and particularly on the importance of leaving
the name free. The requirement that trade acceptance of descriptive names should extend to more than
50% of the relevant class of persons is compatible with Article 3(3) of the Directive. Huber further
submits that the method to be used to assess trade acceptance of a mark is a matter for national law.

41 Mr Attenberger contends that the requirements as to distinctive character under Article 3(3) of the
Directive differ from those under Article 3(1)(b), and that the concept of distinctive character is akin to
that of `trade acceptance' under Section 8(3) of the Markengesetz. In his submission, a descriptive mark
acquires distinctive character through use if at least 50% of the relevant class of persons throughout the
Member State under consideration recognise the sign used as an identifying commercial sign. The required
degree of trade acceptance depends on how important it is for the sign to be left free. It is for the
national court to determine, under the procedural provisions of its national law, the method by which
distinctive character acquired through use is to be assessed.

42 The Italian Government contends that, where a mark containing a geographical name has acquired a
single distinctive character through use unconnected with its graphic representation, there is no reason to
deny the proprietor of that mark the broadest possible protection, even to the detriment of third parties. It
should be left to the national court to make that assessment, which warrants caution in the absence of
precise guidance from the Directive.

43 The Commission submits that a mark acquires distinctive character through use under Article 3(3) of
the Directive if consumers regard the indication in question as a trade mark before an application for
registration is made, and that the need to keep it free is of relatively little consequence in this respect. In
addition, it argues that distinctive character must be assessed by examining each case individually, but that
it need not be established that trade acceptance extends to over 50% of the relevant class of persons. In
the Commission's view, account should be taken not only of opinion polls but also, for instance, of
statements from chambers of commerce and industry, trade and professional associations and experts.

44 The first point to note is that Article 3(3) of the Directive provides that a sign may, through use,
acquire a distinctive character which it initially lacked and thus be registered as a trade mark. It is
therefore through the use made of it that the sign acquires the distinctive character
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which is a prerequisite for its registration.

45 Article 3(3) therefore constitutes a major exception to the rule laid down in Articles 3(1)(b), (c) and
(d), whereby registration is to be refused in relation to trade marks which are devoid of any distinctive
character, descriptive marks, and marks which consist exclusively of indications which have become
customary in the current language or in the bona fide and established practices of the trade.

46 Secondly, just as distinctive character is one of the general conditions for registering a trade mark
under Article 3(1)(b), distinctive character acquired through use means that the mark must serve to identify
the product in respect of which registration is applied for as originating from a particular undertaking, and
thus to distinguish that product from goods of other undertakings.

47 It follows that a geographical name may be registered as a trade mark if, following the use which has
been made of it, it has come to identify the product in respect of which registration is applied for as
originating from a particular undertaking and thus to distinguish that product from goods of other
undertakings. Where that is the case, the geographical designation has gained a new significance and its
connotation, no longer purely descriptive, justifies its registration as a trade mark.

48 Windsurfing Chiemsee and the Commission are therefore right to assert that Article 3(3) does not
permit any differentiation as regards distinctiveness by reference to the perceived importance of keeping
the geographical name available for use by other undertakings.

49 In determining whether a mark has acquired distinctive character following the use made of it, the
competent authority must make an overall assessment of the evidence that the mark has come to identify
the product concerned as originating from a particular undertaking, and thus to distinguish that product
from goods of other undertakings.

50 In that connection, regard must be had in particular to the specific nature of the geographical name in
question. Indeed, where a geographical name is very well known, it can acquire distinctive character under
Article 3(3) of the Directive only if there has been long-standing and intensive use of the mark by the
undertaking applying for registration. A fortiori, where a name is already familiar as an indication of
geographical origin in relation to a certain category of goods, an undertaking applying for registration of
the name in respect of goods in that category must show that the use of the mark - both long-standing and
intensive - is particularly well established.

51 In assessing the distinctive character of a mark in respect of which registration has been applied for,
the following may also be taken into account: the market share held by the mark; how intensive,
geographically widespread and long-standing use of the mark has been; the amount invested by the
undertaking in promoting the mark; the proportion of the relevant class of persons who, because of the
mark, identify goods as originating from a particular undertaking; and statements from chambers of
commerce and industry or other trade and professional associations.

52 If, on the basis of those factors, the competent authority finds that the relevant class of persons, or at
least a significant proportion thereof, identify goods as originating from a particular undertaking because of
the trade mark, it must hold that the requirement for registering the mark laid down in Article 3(3) of the
Directive is satisfied. However, the circumstances in which that requirement may be regarded as satisfied
cannot be shown to exist solely by reference to general, abstract data such as predetermined percentages.

53 As regards the method to be used to assess the distinctive character of a mark in respect of which
registration is applied for, Community law does not preclude the competent authority, where it has
particular difficulty in that connection, from having recourse, under the conditions laid
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down by its own national law, to an opinion poll as guidance for its judgment (see, to that effect, Case
C-210/96 Gut Springenheide and Tusky [1998] ECR I-4657, paragraph 37).

54 In the light of the foregoing, the answer to the questions on the first sentence of Article 3(3) of the
Directive must be that Article 3(3) is to be interpreted as meaning that:

- a trade mark acquires distinctive character following the use which has been made of it where the mark
has come to identify the product in respect of which registration is applied for as originating from a
particular undertaking and thus to distinguish that product from goods of other undertakings;

- it precludes differentiation as regards distinctiveness by reference to the perceived importance of keeping
the geographical name available for use by other undertakings;

- in determining whether a trade mark has acquired distinctive character following the use which has been
made of it, the competent authority must make an overall assessment of the evidence that the mark has
come to identify the product concerned as originating from a particular undertaking and thus to distinguish
that product from goods of other undertakings;

- if the competent authority finds that a significant proportion of the relevant class of persons identify
goods as originating from a particular undertaking because of the trade mark, it must hold the requirement
for registering the mark to be satisfied;

- where the competent authority has particular difficulty in assessing the distinctive character of a mark in
respect of which registration is applied for, Community law does not preclude it from having recourse,
under the conditions laid down by its own national law, to an opinion poll as guidance for its judgment.
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Judgment of the Court
of 23 February 1999

Bayerische Motorenwerke AG (BMW) and BMW Nederland BV v Ronald Karel Deenik.
Reference for a preliminary ruling: Hoge Raad - Netherlands. Trade-marks directive - Unauthorised

use of the BMW trade mark in advertisements for a garage business. Case C-63/97.

1 Approximation of laws - Trade marks - Directive 89/104 - Application of national transitional rules
pre-dating transposition of the directive into national law - Whether permissible - Conditions

(Council Directive 89/104, Art. 5(4))

2 Approximation of laws - Trade marks - Directive 89/104 - Scope of Articles 5(1) and 2(5) respectively

(Council Directive 89/104, Arts 5(1), 2 and 5)

3 Approximation of laws - Trade marks - Directive 89/104 - Product placed on the market in a Member
State by the proprietor or with his consent - Use of the trade mark within the meaning of Article 5(1)(a)
of the directive - Meaning - Information conveyed to the public by another undertaking concerning the
sale or repair and maintenance of products covered by the mark - Covered

(Council Directive 89/104, Art. 5(1)(a))

4 Approximation of laws - Trade marks - Directive 89/104 - Product placed on the market in a Member
State by the proprietor or with his consent - Where the proprietor of the trade mark contests its use by a
third party for advertising purposes in relation to the sale, repair and maintenance of the products covered
by the mark - Not permissible - Exception - Risk of confusion between the third undertaking and the
proprietor of the trade mark

(Council Directive 89/104, Arts 5 to 7)

1 Subject to the duty of the national court to interpret national law as far as possible in conformity with
Community law, it is not contrary to the latter for a transitional rule of national law to provide that an
appeal against a decision given before the date on which the rules transposing the First Directive 89/104
to approximate the laws of the Member States relating to trade marks into national law were belatedly
brought into force is to be decided in accordance with the rules applicable before that date, even where
judgment is given after that date.

Although Article 5(4) of the directive seeks to limit the effects in time of the new national rules
transposing the directive, the directive does not make provision for determining the national law applicable
in situations other than those referred to in that provision. Accordingly, the national courts must, in
applying the rules of national law, including the transitional rules, interpret national law so far as is
possible in the light of the wording and purpose of the directive.

2 The scope of application of Article 5(1) and (2) of the First Directive 89/104 to approximate the laws of
the Member States relating to trade marks, on the one hand, and Article 5(5), on the other, depends on
whether the trade mark is used for the purpose of distinguishing the goods or services in question as
originating from a particular undertaking, that is to say, as a trade mark as such, or whether it is used for
other purposes.

3 The use of a trade mark, without the proprietor's authorisation, for the purpose of informing the public
that another undertaking carries out the repair and maintenance of goods covered by that mark or that it
has specialised or is a specialist in such goods constitutes use of the mark within the meaning of Article
5(1)(a) of the First Directive 89/104 to approximate the laws of the Member States relating to trade marks,
since the mark is used to identify the source of the goods in respect of which the services are supplied,
and thus to distinguish those goods from any others in respect of which the same services might have
been provided.
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It is only when assessing the legality of the use of a mark in situations covered by Article 5(2) or (5) of
the First Directive 89/104, and not when classifying its use under Article 5 thereof, that the question arises
whether use of the mark takes unfair advantage of, or is detrimental to, the distinctive character or the
repute of the trade mark by, for example, giving the public a false impression of the relationship between
the advertiser and the trade mark owner.

8 Articles 5 to 7 of the First Directive 89/104 to approximate the laws of the Member States relating to
trade marks do not entitle the proprietor of a trade mark to prohibit a third party from using the mark for
the purpose of informing the public that he carries out the repair and maintenance of goods covered by
that trade mark and put on the market under that mark by the proprietor or with his consent, or that he
has specialised or is a specialist in the sale or the repair and maintenance of such goods, unless the mark
is used in a way that may create the impression that there is a commercial connection between the other
undertaking and the trade mark proprietor, and in particular that the reseller's business is affiliated to the
trade mark proprietor's distribution network or that there is a special relationship between the two
undertakings.

First, as regards use of a trade mark to inform the public of the resale of products covered, such an
informative use of a mark is necessary to guarantee the right of resale under Article 7 of the directive and
does not take unfair advantage of the distinctive character or repute of that trade mark. The mere fact that
the reseller derives an advantage from using the trade mark in that advertisements for the sale of goods
covered by the mark, which are in other respects honest and fair, lend an aura of quality to his own
business does not constitute a legitimate reason within the meaning of Article 7(2) of the directive.

Secondly, as regards use of a trade mark to advertise to the public the repair and maintenance of products
covered, such a use does not constitute further commercialisation for the purposes of Article 7 of the
directive, but use indicating the intended purpose of the service within the meaning of Article 6(1)(c)
thereof, which is legitimate provided that the use is necessary to indicate that purpose and is in accordance
with honest practices in industrial or commercial matters. In that regard, the condition requiring use of the
trade mark to be made in accordance with honest practices in industrial or commercial matters constitutes
in substance the expression of a duty to act fairly in relation to the legitimate interests of the trade mark
owner, similar to that imposed on the reseller where he uses another's trade mark to advertise the resale of
products covered by that mark.

Just like Article 7 of the directive, Article 6 seeks to reconcile the fundamental interests of trade mark
protection with those of free movement of goods and freedom to provide services in the common market
in such a way that trade mark rights are able to fulfil their essential role in the system of undistorted
competition which the Treaty seeks to establish and maintain.

In Case C-63/97,

REFERENCE to the Court under Article 177 of the EC Treaty by the Hoge Raad der Nederlanden
(Netherlands) for a preliminary ruling in the proceedings pending before that court between

Bayerische Motorenwerke AG (BMW) and BMW Nederland BV

and

Ronald Karel Deenik

on the interpretation of Articles 5 to 7 of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,
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composed of: G.C. Rodríguez Iglesias, President, P.J.G. Kapteyn, J.-P. Puissochet and P. Jann (Presidents
of Chambers), C. Gulmann (Rapporteur), J.L. Murray, D.A.O. Edward, H. Ragnemalm, L. Sevon, M.
Wathelet and R. Schintgen, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Bayerische Motorenwerke AG (BMW) and BMW Nederland BV, by G. van der Wal, of the Brussels
Bar, and H. Ferment, of The Hague Bar,

- the Italian Government, by U. Leanza, Head of the Legal Service in the Ministry of Foreign Affairs,
acting as Agent, assisted by O. Fiumara, Avvocato dello Stato,

- the United Kingdom Government, by L. Nicoll, of the Treasury Solicitor's Department, acting as Agent,
and D. Alexander, Barrister,

- the Commission of the European Communities, by B.J. Drijber, of its Legal Service, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Bayerische Motorenwerke AG (BMW) and BMW Nederland BV,
represented by G. van der Wal; of Mr Deenik, represented by J.L. Hofdijk, of The Hague Bar; of the
United Kingdom Government, represented by Stephen Ridley, of the Treasury Solicitor's Department,
acting as Agent; and of the Commission, represented by B.J. Drijber, at the hearing on 13 January 1998,

after hearing the Opinion of the Advocate General at the sitting on 2 April 1998,

gives the following

Judgment

Costs

65 The costs incurred by the Italian Government, the United Kingdom Government and the Commission,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge Raad der Nederlanden by judgment of 7 February
1997, hereby rules:

1. Subject to the duty of the national court to interpret national law as far as possible in conformity with
Community law, it is not contrary to the latter for a transitional rule of national law to provide that an
appeal against a decision given before the date on which the rules transposing First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks
into national law were belatedly brought into force is to be decided in accordance with the rules applicable
before that date, even where judgment is given after that date.

2. The use of a trade mark, without the proprietor's authorisation, for the purpose of informing the public
that another undertaking carries out the repair and maintenance of goods covered by that
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mark or that it has specialised or is a specialist in such goods constitutes, in circumstances such as those
described in the judgment making the reference, use of the mark within the meaning of Article 5(1)(a) of
First Directive 89/104.

3. Articles 5 to 7 of First Directive 89/104 do not entitle the proprietor of a trade mark to prohibit a third
party from using the mark for the purpose of informing the public that he carries out the repair and
maintenance of goods covered by that trade mark and put on the market under that mark by the proprietor
or with his consent, or that he has specialised or is a specialist in the sale or the repair and maintenance
of such goods, unless the mark is used in a way that may create to the impression that there is a
commercial connection between the other undertaking and the trade mark proprietor, and in particular that
the reseller's business is affiliated to the trade mark proprietor's distribution network or that there is a
special relationship between the two undertakings.

1 By judgment of 7 February 1997, received at the Court on 13 February 1997, the Hoge Raad der
Nederlanden (Supreme Court of the Netherlands) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty five questions on the interpretation of Articles 5 to 7 of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1, `the directive').

2 Those questions were raised in proceedings between the German company Bayerische Motorenwerke AG
(BMW) and the Netherlands company BMW Nederland BV (referred to separately as `BMW AG' and
`BMW BV' and jointly as `BMW') and Mr Deenik, the owner of a garage, residing in Almere
(Netherlands), concerning his advertisements for the sale of second-hand BMW cars and repairs and
maintenance of BMW cars.

3 Article 5 of the directive, which concerns the rights conferred by a trade mark, provides:

`1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

2. Any Member State may also provide that the proprietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade any sign which is identical with, or similar to, the
trade mark in relation to goods or services which are not similar to those for which the trade mark is
registered, where the latter has a reputation in the Member State and where use of that sign without due
cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade
mark.

3. The following, inter alia, may be prohibited under paragraphs 1 and 2:

(a) affixing the sign to the goods or to the packaging thereof;

(b) offering the goods, or putting them on the market or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing or exporting the goods under the sign;

(d) using the sign on business papers and in advertising.
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4. Where, under the law of the Member State, the use of a sign under the conditions referred to in
paragraphs 1 (b) or 2 could not be prohibited before the date on which the provisions necessary to comply
with this Directive entered into force in the Member State concerned, the rights conferred by the trade
mark may not be relied on to prevent the continued use of the sign.

5. Paragraphs 1 to 4 shall not affect provisions in any Member State relating to the protection against the
use of a sign other than for the purposes of distinguishing goods or services, where use of that sign
without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of
the trade mark.'

4 Article 6 of the directive, concerning limitation of the effects of a trade mark, provides inter alia:

`1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,

...

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in
particular as accessories or spare parts;

provided he uses them in accordance with honest practices in industrial or commercial matters'.

5 Article 7 of the directive, concerning exhaustion of the rights conferred by a trade mark, provides:

`1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.'

6 In many countries, including, since 1930, the Benelux States, BMW AG markets vehicles which it has
manufactured and in respect of which it has registered with the Benelux Trade Marks Office the trade
name BMW and two figurative trade marks for, inter alia, engines and motor vehicles as well as for spare
parts and accessories (`the BMW mark').

7 BMW AG markets its vehicles through a network of dealers. In the Netherlands it supervises the
network with the help of BMW BV. Dealers are entitled to use the BMW mark for the purposes of their
business, but are required to meet the high standards of technical quality deemed necessary by BMW in
the provision of service and warranties and in sales promotion.

8 Mr Deenik runs a garage and has specialised in the sale of second-hand BMW cars and in repairing and
maintaining BMW cars. He is not part of the BMW dealer network.

9 In the main proceedings BMW claimed that, in carrying on his business, Mr Deenik made unlawful use,
in advertisements, of the BMW mark or, at the very least, of similar signs. By writ of 21 February 1994
it accordingly sought an order from the Rechtbank (District Court), Zwolle, restraining Mr Deenik from, in
particular, using the BMW mark or any similar sign in advertisements, publicity statements or other
announcements emanating from him, or in any other way in connection with his business, and claimed
damages from him. BMW relied on its rights under Article 13A of the Uniform Benelux Law on Trade
Marks in the version then in force.

10 The Rechtbank took the view that a number of statements made by Mr Deenik in his advertisements
constituted unlawful use of the BMW mark, on the ground that they could give rise to the impression that
they were put out by an undertaking entitled to use that mark, that is to say, an undertaking
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affiliated to the BMW dealer network. It therefore made an order prohibiting him from making such use
of the BMW mark. However, the Rechtbank considered that Mr Deenik was entitled to use expressions
such as `Repairs and maintenance of BMWs' in his advertisements, since it was sufficiently clear that these
referred only to products bearing the BMW mark. Furthermore, the Rechtbank deemed permissible
statements such as `BMW specialist' or `Specialised in BMWs', on the ground that BMW had not disputed
the fact that Mr Deenik had specialist experience of BMW vehicles and it was not for BMW to decide
who were entitled to describe themselves as BMW specialists. The Rechtbank dismissed BMW's claim for
damages.

11 BMW appealed against that judgment, requesting the Gerechtshof (Regional Court of Appeal), Arnhem,
to rule that, by referring in advertisements to `Repairs and maintenance of BMWs' and by describing
himself as a `BMW specialist' or as `Specialised in BMWs', Mr Deenik was infringing the trade-mark
rights belonging to BMW. Upon the Gerechtshof's confirmation of the Rechtbank's judgment, BMW
lodged an appeal in cassation against that decision on 10 November 1995 with the Hoge Raad.

12 In the circumstances the Hoge Raad decided to stay proceedings and refer the following questions to
the Court for a preliminary ruling:

`(1) In view of the fact that, with regard to the rights associated with a trade mark, the directive contains
a transitional legal provision only for the purpose of the case described in Article 5(4), are Member States
otherwise free to lay down rules on the matter, or does Community law in general, or the objective and
tenor of Directive 89/104 in particular, have the effect that Member States are not entirely free in that
regard but must comply with specific restrictions, and if so which?

(2) If someone, without the authorisation of the trade mark proprietor, makes use of that proprietor's trade
mark, registered exclusively for specified goods, for the purpose of announcing to the public that he

(a) carries out repair and maintenance work on the goods which have been placed on the market under that
trade mark by the proprietor or with his consent, or that he

(b) is a specialist or is specialised with regard to such goods, does this, under the scheme of Article 5 of
the Directive, involve:

(i) use of the trade mark in relation to goods which are identical to those for which it was registered, as
referred to in Article 5(1)(a);

(ii) use of that trade mark in relation to services which must be deemed to constitute use of the trade mark
within the meaning of Article 5(1)(a) or use of the trade mark as referred to in Article 5(1)(b), on the
assumption that it can be stated that there is an identity between those services and the goods for which
the trade mark was registered;

(iii) use of the trade mark as referred to in Article 5(2); or

(iv) use of the trade mark as referred to in Article 5(5)?

(3) For the purpose of answering Question 2, does it make any difference whether announcement (a) or
announcement (b) is involved?

(4) In the light of the provision in Article 7 of the Directive, does it make any difference, with regard to
the question whether the proprietor of the trade mark can prevent use of his trade mark registered
exclusively for specified goods, whether the use referred to in Question 2 is that under (i), (ii), (iii) or
(iv)?

(5) On the assumption that both or one of the cases described at the start of Question 2 involve the use of
the proprietor's trade mark within the meaning of Article 5(1), whether under Article
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5(1)(a) or (b), can the proprietor prevent that use only where the person thus using the trade mark
thereby creates the impression that his undertaking is affiliated to the trade-mark proprietor's network, or
can he also prevent that use where there is a good chance that the manner in which the trade mark is
used for those announcements may create an impression among the public that the trade mark is in that
regard being used to an appreciable extent for the purpose of advertising his own business as such by
creating a specific suggestion of quality?'

The first question

13 It is necessary first of all to give an account of the law and facts involved in this question.

14 It is clear from Council Decision 92/10/EEC of 19 December 1991 postponing the date on which the
national provisions applying Directive 89/104/EEC are to be put into effect (OJ 1992 L 6, p. 35) that the
directive was to be transposed into national law by the Member States by 31 December 1992 at the latest.
The rules amending the Uniform Benelux Law on Trade Marks did not come into force until 1 January

1996 pursuant to the Benelux Protocol of 2 December 1992 (`the amended Benelux Law' and, in its
previous version, `the former Benelux Law').

15 The action in the main proceedings, which concerns a dispute between private persons, was brought
after the period prescribed by Decision 92/10 for bringing into force national provisions applying the
directive had expired, but before the amended Benelux Law entered into force. The appeal to the Hoge
Raad was also lodged before that latter date.

16 In his opinion in the proceedings before the Hoge Raad, the Advocate General considered whether that
court should, in the case pending before it, apply the rules under the former Benelux Law in force at the
date on which the case was brought before the Rechtbank and also at the date on which the appeal was
lodged, or whether it should not rather apply the rules under the amended Benelux Law, which would be
in force at the date on which it gave its judgment. He took the view that, subject to the rule that once
the date for implementing a directive has passed national law must be interpreted as far as possible in
conformity with the directive, by analogy with Article 74(4) of the transitional law concerning the new
Netherlands Civil Code the Hoge Raad should apply the former Benelux Law.

17 In the order for reference the Hoge Raad made the following observations:

- the Benelux Protocol of 2 December 1992 amending the Uniform Benelux Law on Trade Marks does
not contain any provisions of a transitional nature with regard to Article 13A of that Law, the first
paragraph of which transposed into Benelux law Article 5(1), (2) and (5) of the directive, and

- it has referred to the Benelux Court of Justice the question whether, on a proper construction of the
Benelux Law on Trade Marks, where, in proceedings brought by the proprietor of a mark under the
former Benelux law, the appeal is directed against a decision given before 1 January 1996, the law in
force before that date remains applicable.

18 In the circumstances, the Hoge Raad wishes to ascertain whether Community law must be taken into
consideration for the purposes of settling the question submitted to the Benelux Court of Justice.

19 The Hoge Raad points out in that regard that, so far as Articles 5 to 7 of the directive are concerned,
the directive contains no rules relating to transitional matters other than that laid down in Article 5(4).
Accordingly, it wishes to know whether the Member States may, by means of national measures, adopt
rules for transitional matters in cases other than those covered by that provision. In particular, the Hoge
Raad asks whether Community law precludes a transitional national rule that an appeal against a decision
given before the date on which the rules transposing the
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directive into national law came belatedly into force must be settled in accordance with the rules
applicable before that date, even if judgment is given after that date.

20 First of all, Article 5(4) of the directive seeks to limit the effects in time of the new national rules
transposing the directive. It provides that where, under the law of the Member State concerned, the use of
a sign under the conditions referred to in Article 5(1)(b) or (2) could not be prohibited before the date on
which the provisions necessary to comply with the directive entered into force, the rights conferred by the
trade mark may not be relied on to prevent the continued use of the sign.

21 Similarly, the transitional problem actually facing the Hoge Raad is different in kind from that
governed by Article 5(4), and the directive does not make provision for determining the national law
applicable in such a situation. Since, moreover, no consideration based on the effectiveness of Community
law in general or of the directive in particular calls for any given solution, the national court must
determine in the light of the applicable national rules whether the appeal before it is to be resolved in
accordance with the rules of the former Benelux law or those of the amended Benelux law (see, to that
effect, Case C-349/95 Loendersloot v Ballantine [1997] ECR I-6227, paragraph 18).

22 None the less, whatever the applicable national law may be, it must be interpreted, as far as possible,
in the light of the wording and purpose of the directive in order to achieve the result pursued by the latter
and thereby comply with the third paragraph of Article 189 of the EC Treaty (see, inter alia, Case
C-106/89 Marleasing [1990] ECR I-4135, paragraph 8, and Case C-91/92 Faccini Dori v Recreb [1994]
ECR I-3325, paragraph 26).

23 That obligation applies equally to the transitional rules laid down by national law. Thus the national
court must interpret those rules, as far as possible, in such a way as to give full effect to Articles 5 to 7
of the directive in connection with the use of a trade mark subsequent to the date on which the directive
ought to have been transposed.

24 In the light of the foregoing, the reply to the first question must be that, subject to the duty of the
national court to interpret national law as far as possible in conformity with Community law, it is not
contrary to the latter for a transitional rule of national law to provide that an appeal against a decision
given before the date on which the rules transposing the directive into national law were belatedly brought
into force is to be decided in accordance with the rules applicable before that date, even where judgment
is given after that date.

Preliminary observations concerning Questions 2 to 5

25 By its second to fifth questions, the Hoge Raad is asking the Court to interpret Articles 5 to 7 of the
directive so that it can decide whether use of the BMW mark in advertisements such as `Repairs and
maintenance of BMWs', `BMW specialist' or `Specialised in BMWs' constitutes infringement of that mark.

26 The Hoge Raad first asks questions with a view to determining the provision of Article 5 of the
directive in the light of which the use of the mark concerned must be assessed. It then raises questions to
enable it to decide whether, under the scheme of the directive, the use thus classified is lawful.

27 It should at the outset be borne in mind that

- Article 5(1)(a) of the directive concerns the use of any sign identical with the trade mark in relation to
goods or services which are identical with those for which the trade mark is registered,

- Article 5(1)(b) concerns the use of any sign where, because of its identity with, or similarity to, the
trade mark and the identity or similarity of the goods or services covered by the trade

© An extract from a JUSTIS database



61997J0063 European Court reports 1999 Page I-00905 9

mark and the sign, there exists a likelihood of confusion on the part of the public,

- Article 5(2) concerns the use of any sign which is identical with, or similar to, the trade mark in relation
to goods or services which are not similar to those for which the trade mark is registered, where the latter
has a reputation in the Member State, and

- Article 5(5) concerns the use of a sign other than for the purposes of distinguishing goods or services.

28 Furthermore, paragraphs (2) and (5) of Article 5 of the directive lay down an additional condition for
their application, namely that the use of that sign without due cause takes unfair advantage of, or is
detrimental to, the distinctive character or repute of the trade mark.

29 It should in addition be borne in mind that Articles 6 and 7 of the directive contain rules limiting the
right of the proprietor of a trade mark, under Article 5, to prohibit a third party from using his mark. In
this connection, Article 6 provides inter alia that the proprietor of a trade mark may not prohibit a third
party from using the mark where it is necessary to indicate the intended purpose of a product, provided
that he uses it in accordance with honest practices in industrial or commercial matters. Article 7 provides
that the proprietor is not entitled to prohibit the use of a trade mark in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent, unless
there exist legitimate reasons for him to oppose further commercialisation of the goods.

30 Lastly, having regard to the arguments before the Court, it must be emphasised that classifying the
mark as falling under one specific provision or another of Article 5, as the case may be, is not necessarily
determinant as regards the assessment as to whether the use in question is permissible.

Questions 2 and 3

31 By its second and third questions, which should be considered together, the national court is in
substance asking whether the use of a trade mark, without the proprietor's authorisation, in order to inform
the public that another undertaking carries out repairs and maintenance of goods covered by that trade
mark or that it has specialised, or is a specialist, in such goods constitutes a use of that mark for the
purposes of one of the provisions of Article 5 of the directive.

32 In this regard, as the Hoge Raad has pointed out,

- the trade mark at issue in the main proceedings is registered only in respect of particular goods
(principally motor vehicles),

- the statements in the advertisements in question - `Repairs and maintenance of BMWs', `BMW specialist'
and `Specialised in BMWs' - concern goods marketed under that trade mark by the proprietor or with his
consent, and

- the expressions `BMW specialist' and `Specialised in BMWs' refer both to the sale of second-hand BMW
cars and also to the repair and maintenance of BMW cars.

33 The questions referred therefore concern a situation in which the BMW mark has been used to inform
the public that the advertiser carries out the repair and maintenance of BMW cars or that he has
specialised, or is a specialist, in the sale or repair and maintenance of those cars.

34 As described, this is a situation in which, at least at first sight - and as the United Kingdom
Government has observed - the use in question falls within the scope of Article 5(1)(a) of the directive,
since the BMW mark is used in respect of genuine BMW goods.

35 That classification has, however, been disputed in some of the observations submitted to the Court,
more specifically on the basis of two arguments.
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36 The first is that the expressions in question, particularly `BMW specialist' and `Specialised in BMWs',
use the BMW mark other than for the purposes of distinguishing goods or services and thus come within
the scope of Article 5(5) of the directive.

37 The second argument is that, in the advertisement for `repair and maintenance of BMWs', the BMW
mark is not used in respect of goods but to describe a service in respect of which the mark has not been
registered. For that reason, Article 5(1)(a) of the directive is not applicable, so that it must be ascertained
whether Article 5(1)(b) or (2) may be applicable.

38 In that connection, it is true that the scope of application of Article 5(1) and (2) of the directive, on
the one hand, and Article 5(5), on the other, depends on whether the trade mark is used for the purpose of
distinguishing the goods or services in question as originating from a particular undertaking, that is to say,
as a trade mark as such, or whether it is used for other purposes. In a situation such as that in the main
proceedings, the issue is the use of the same trade mark intended to distinguish the goods in question as
the subject of the services provided by the advertiser.

39 The advertiser uses the BMW mark to identify the source of the goods in respect of which the services
are supplied, and thus to distinguish those goods from any others in respect of which the same services
might have been provided. If the use of the trade mark in advertisements for the service which consists
of selling second-hand BMW cars is undoubtedly intended to distinguish the subject of the services
provided, it is not necessary to treat any differently the advertisements for the service consisting of repair
and maintenance of BMW cars. In that case, too, the mark is used to identify the source of the goods
which are the subject of the service.

40 In that context, it is only in the situations covered by Article 5(2) or (5) that the question arises
whether use of the mark takes unfair advantage of, or is detrimental to, the distinctive character or the
repute of the trade mark by, for example, giving the public a false impression of the relationship between
the advertiser and the trade mark owner. Those matters are accordingly to be taken into account, not
when classifying use under Article 5, but when assessing the legality of that use in the situations covered
by Article 5(2) or (5).

41 Lastly, the use involved in the case in the main proceedings is in point of fact use `in the course of
trade' within the meaning of Article 5(1) and (2) of the directive. Article 5(3) expressly mentions use of
the sign in advertising as an example of those uses of a trade mark which may be prohibited under
paragraphs (1) and (2).

42 Accordingly, the answer to be given to the second and third questions must be that the use of a trade
mark, without the proprietor's authorisation, for the purpose of informing the public that another
undertaking carries out the repair and maintenance of goods covered by that mark or that it has specialised
or is a specialist in such goods constitutes, in circumstances such as those described in the judgment
making the reference, use of the mark within the meaning of Article 5(1)(a) of the directive.

Questions 4 and 5

43 By its fourth and fifth questions, which should be considered together, the national court is in
substance asking whether Articles 5 to 7 of the directive entitle the proprietor of a trade mark to prevent
another person from using that mark for the purpose of informing the public that he carries out the repair
and maintenance of goods covered by a trade mark and put on the market under that mark by the
proprietor or with his consent, or that he has specialised or is a specialist in the sale or the repair and
maintenance of such goods.

44 The Court is asked to rule, in particular, on the question whether the trade mark proprietor may
prevent such use only where the advertiser creates the impression that his undertaking is affiliated
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to the trade mark proprietor's distribution network, or whether he may also prevent such use where,
because of the manner in which the trade mark is used in the advertisements, there is a good chance that
the public might be given the impression that the advertiser is using the trade mark in that regard to an
appreciable extent for the purpose of advertising his own business as such, by creating a specific
suggestion of quality.

45 In order to reply to that question, it must be pointed out that, in view of the answer given to the
second and third questions that the use of the trade mark in the advertisements concerned in the main
proceedings falls within the scope of Article 5(1)(a) of the directive, the use in issue may be prohibited by
the trade mark proprietor unless Article 6, concerning the limitation of the effects of a trade mark, or
Article 7, concerning exhaustion of the rights conferred by a trade mark, are applicable.

46 That question must be considered, first, in relation to the advertisements for the sale of second-hand
cars and, second, in relation to the advertisements for the repair and maintenance of cars.

The advertisements for the sale of second-hand BMW cars

47 As regards the advertisements for the sale of second-hand BMW cars put on the market under that
trade mark by the trade mark proprietor or with his consent, the case-law of the Court should be borne in
mind concerning the use of a trade mark to inform the public of the resale of goods covered by a trade
mark.

48 In Case C-337/95 Parfums Christian Dior v Evora [1997] ECR I-6013, the Court first held, at
paragraph 38, that on a proper interpretation of Articles 5 and 7 of the directive, when trade-marked goods
have been put on the Community market by the proprietor of the trade mark or with his consent, a
reseller, besides being free to resell those goods, is also free to make use of the trade mark in order to
bring to the public's attention the further commercialisation of those goods.

49 In the same judgment, the Court then found, at paragraph 43, that damage done to the reputation of a
trade mark may, in principle, be a legitimate reason, within the meaning of Article 7(2) of the directive,
allowing the proprietor to oppose the use of his trade mark for further commercialisation of goods put on
the Community market by him or with his consent. As regards prestige goods, the Court stated, at
paragraph 45, that the reseller must not act unfairly in relation to the legitimate interests of the trade mark
owner, but must endeavour to prevent his advertising from affecting the value of the trade mark by
detracting from the prestigious image of the goods in question. At paragraph 48, the Court concluded that
the proprietor of a trade mark may not rely on Article 7(2) to oppose the use of the trade mark, in ways
customary in the reseller's sector of trade, for the purpose of bringing to the public's attention the further
commercialisation of the trade-marked goods, unless it is established that such use seriously damages the
reputation of the trade mark.

50 In the context of the present case, the consequence of that decision is that it is contrary to Article 7 of
the directive for the proprietor of the BMW mark to prohibit the use of its mark by another person for the
purpose of informing the public that he has specialised or is a specialist in the sale of second-hand BMW
cars, provided that the advertising concerns cars which have been put on the Community market under that
mark by the proprietor or with its consent and that the way in which the mark is used in that advertising
does not constitute a legitimate reason, within the meaning of Article 7(2), for the proprietor's opposition.

51 The fact that the trade mark is used in a reseller's advertising in such a way that it may give rise to
the impression that there is a commercial connection between the reseller and the trade mark proprietor,
and in particular that the reseller's business is affiliated to the trade mark proprietor's distribution network
or that there is a special relationship between the two undertakings, may constitute a legitimate reason
within the meaning of Article 7(2) of the directive.
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52 Such advertising is not essential to the further commercialisation of goods put on the Community
market under the trade mark by its proprietor or with his consent or, therefore, to the purpose of the
exhaustion rule laid down in Article 7 of the directive. Moreover, it is contrary to the obligation to act
fairly in relation to the legitimate interests of the trade mark owner and it affects the value of the trade
mark by taking unfair advantage of its distinctive character or repute. It is also incompatible with the
specific object of a trade mark which is, according to the case-law of the Court, to protect the proprietor
against competitors wishing to take advantage of the status and reputation of the trade mark (see, inter
alia, Case C-10/89 HAG GF [1990] ECR I-3711, `HAG II', paragraph 14).

53 If, on the other hand, there is no risk that the public will be led to believe that there is a commercial
connection between the reseller and the trade mark proprietor, the mere fact that the reseller derives an
advantage from using the trade mark in that advertisements for the sale of goods covered by the mark,
which are in other respects honest and fair, lend an aura of quality to his own business does not constitute
a legitimate reason within the meaning of Article 7(2) of the directive.

54 In that connection, it is sufficient to state that a reseller who sells second-hand BMW cars and who
genuinely has specialised or is a specialist in the sale of those vehicles cannot in practice communicate
such information to his customers without using the BMW mark. In consequence, such an informative use
of the BMW mark is necessary to guarantee the right of resale under Article 7 of the directive and does
not take unfair advantage of the distinctive character or repute of that trade mark.

55 Whether advertising may create the impression that there is a commercial connection between the
reseller and the trade mark proprietor is a question of fact for the national court to decide in the light of
the circumstances of each case.

The advertisements relating to repair and maintenance of BMW cars

56 First, the Court finds that the rule concerning exhaustion of the rights conferred by a trade mark laid
down in Article 7 of the directive is not applicable to the advertisements relating to repair and
maintenance of BMW cars.

57 Article 7 is intended to reconcile the interests of trade-mark protection and those of free movement of
goods within the Community by making the further commercialisation of a product bearing a trade mark
possible and preventing opposition by the proprietor of the mark (see, to that effect, Parfums Christian
Dior, paragraphs 37 and 38). Advertisements relating to car repair and maintenance do not affect further
commercialisation of the goods in question.

58 None the less, so far as those advertisements are concerned, it is still necessary to consider whether use
of the trade mark may be legitimate in the light of the rule laid down in Article 6(1)(c) of the directive,
that the proprietor may not prohibit a third party from using the trade mark to indicate the intended
purpose of a product or service, in particular as accessories or spare parts, provided that the use is
necessary to indicate that purpose and is in accordance with honest practices in industrial or commercial
matters.

59 In that regard, as the United Kingdom Government has observed, the use of the trade mark to inform
the public that the advertiser repairs and maintains trade-marked goods must be held to constitute use
indicating the intended purpose of the service within the meaning of Article 6(1)(c). Like the use of a
trade mark intended to identify the vehicles which a non-original spare part will fit, the use in question is
intended to identify the goods in respect of which the service is provided.

60 Furthermore, the use concerned must be held to be necessary to indicate the intended purpose
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of the service. It is sufficient to note, as the Advocate General did at point 54 of his Opinion, that if an
independent trader carries out the maintenance and repair of BMW cars or is in fact a specialist in that
field, that fact cannot in practice be communicated to his customers without using the BMW mark.

61 Lastly, the condition requiring use of the trade mark to be made in accordance with honest practices in
industrial or commercial matters must be regarded as constituting in substance the expression of a duty to
act fairly in relation to the legitimate interests of the trade mark owner, similar to that imposed on the
reseller where he uses another's trade mark to advertise the resale of products covered by that mark.

62 Just like Article 7, Article 6 seeks to reconcile the fundamental interests of trade-mark protection with
those of free movement of goods and freedom to provide services in the common market in such a way
that trade mark rights are able to fulfil their essential role in the system of undistorted competition which
the Treaty seeks to establish and maintain (see, in particular, HAG II, paragraph 13).

63 Consequently, for the reasons set out in paragraphs 51 to 54 of this judgment, which apply mutatis
mutandis, the use of another's trade mark for the purpose of informing the public of the repair and
maintenance of goods covered by that mark is authorised on the same conditions as those applying where
the mark is used for the purpose of informing the public of the resale of goods covered by that mark.

64 In the light of the foregoing, the answer to be given to the fourth and fifth questions must be that
Articles 5 to 7 of the directive do not entitle the proprietor of a trade mark to prohibit a third party from
using the mark for the purpose of informing the public that he carries out the repair and maintenance of
goods covered by that trade mark and put on the market under that mark by the proprietor or with his
consent, or that he has specialised or is a specialist in the sale or the repair and maintenance of such
goods, unless the mark is used in a way that may create the impression that there is a commercial
connection between the other undertaking and the trade mark proprietor, and in particular that the reseller's
business is affiliated to the trade mark proprietor's distribution network or that there is a special
relationship between the two undertakings.
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Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc., formerly Pathe Communications
Corporation.

Reference for a preliminary ruling: Bundesgerichtshof - Germany.
Trade mark law - Likelihood of confusion - Similarity of goods or services.

Case C-39/97.

1 Approximation of laws - Trade marks - Directive 89/104 - Registration of a new trade mark - Existence
of identical or similar goods or services covered by a similar trade mark - Likelihood of confusion with
the earlier mark - Assessment of the similarity of goods or services - Distinctive character or reputation of
the trade mark - Effect

(Council Directive 89/104, Art. 4(1)(b))

2 Approximation of laws - Trade marks - Directive 89/104 - Registration of a new trade mark - Existence
of identical or similar goods or services covered by a similar trade mark - Likelihood of confusion with
the earlier mark - Similarity of goods or services - Assessment - Criteria

(Council Directive 89/104, Art. 4(1)(a) and (b))

3 Approximation of laws - Trade marks - Directive 89/104 - Registration of a new trade mark - Existence
of identical or similar goods or services covered by a similar mark - Likelihood of confusion with the
earlier trade mark - Whether public misled as to the origin of the goods or services - Assessment -
Criteria

(Council Directive 89/104, Arts 2 and 4(1)(b))

1 On a proper construction of Article 4(1)(b) of First Council Directive 89/104 to approximate the laws of
the Member States relating to trade marks, the distinctive character of the earlier trade mark, and in
particular its reputation, must be taken into account when determining whether the similarity between the
goods or services covered by the two trade marks is sufficient to give rise to the likelihood of confusion.

The likelihood of confusion must be appreciated globally, taking into account all factors relevant to the
circumstances of the case. That global assessment implies some interdependence between the relevant
factors, and in particular a similarity between the trade marks and between the goods and services covered
by those marks. Accordingly, a lesser degree of similarity between those goods or services may be offset
by a greater degree of similarity between the marks, and vice versa. However, since the more distinctive
the earlier mark, the greater the risk of confusion, trade marks with a highly distinctive character, either
per se or because of the reputation they possess on the market, enjoy broader protection than marks with
less distinctive character.

Accordingly, for the purposes of Article 4(1)(b), registration of a trade mark may have to be refused,
despite a lesser degree of similarity between the goods or services covered, where the marks are very
similar and the earlier mark, in particular its reputation, is highly distinctive. Even if such an
interpretation may make the registration procedure much lengthier, it is, in any event, for reasons of legal
certainty and proper administration, necessary to ensure that trade marks whose use could successfully be
challenged before the courts are not registered.

2 For the purposes of applying Article 4(1)(b) of First Directive 89/104 to approximate the laws of the
Member States relating to trade marks, even where one trade mark is identical to another with a highly
distinctive character, it is still necessary to adduce evidence of similarity between the goods or services
covered. In contrast to Article 4(4)(a), which expressly refers to the situation in which the goods or
services are not similar, Article 4(1)(b) provides that the likelihood of confusion presupposes that the
goods or services covered are identical or similar. In assessing the similarity of the goods or services
concerned, all the relevant factors relating to those goods
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or services themselves should be taken into account. Those factors include, inter alia, their nature, their
end users and their method of use and whether they are in competition with each other or are
complementary.

3 There is a likelihood of confusion within the meaning of Article 4(1)(b) of First Directive 89/104 to
approximate the laws of the Member States relating to trade marks where the public can be mistaken as to
the origin of the goods or services in question. Article 2 of the directive provides that a trade mark must
be capable of distinguishing the goods or services of one undertaking from those of other undertakings,
while the tenth recital in the preamble to the directive states that the function of the protection conferred
by the mark is primarily to guarantee the indication of origin. The essential function of the trade mark is
to guarantee the identity of the origin of the marked product to the consumer or end user by enabling him,
without any possibility of confusion, to distinguish the product or service from others which have another
origin. Furthermore, for the trade mark to be able to fulfil its essential role in the system of undistorted
competition which the Treaty seeks to establish, it must offer a guarantee that all the goods or services
bearing it have originated under the control of a single undertaking which is responsible for their quality.

Accordingly, there may be a likelihood of confusion within the meaning of Article 4(1)(b) even where the
public perception is that the goods or services have different places of production. By contrast, there can
be no such likelihood where it does not appear that the public could believe that the goods or services
come from the same undertaking or, as the case may be, from economically-linked undertakings.

In Case C-39/97,

REFERENCE to the Court under Article 177 of the EC Treaty by the Bundesgerichtshof (Germany) for a
preliminary ruling in the proceedings pending before that court between

Canon Kabushiki Kaisha

and

Metro-Goldwyn-Mayer Inc., formerly Pathe Communications Corporation,

on the interpretation of Article 4(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann (Rapporteur), H. Ragnemalm, M. Wathelet
and R. Schintgen (Presidents of Chambers), P.J.G. Kapteyn, J.L. Murray, D.A.O. Edward, G. Hirsch, P.
Jann and L. Sevon, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Canon Kabushiki Kaisha, by Götz Jordan, Rechtsanwalt, Karlsruhe,

- Metro-Goldwyn-Mayer Inc., formerly Pathe Communications Corporation, by Wolf-W. Wodrich,
Rechtsanwalt, Essen,

- the French Government, by Kareen Rispal-Bellanger, Assistant Director in the Legal Affairs Directorate
of the Ministry of Foreign Affairs, and Philippe Martinet, Secretary of Foreign Affairs in the same
Directorate, acting as Agents,

- the Italian Government, by Professor Umberto Leanza, Head of the Legal Service in the Ministry
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of Foreign Affairs, acting as Agent, and Oscar Fiumara, Avvocato dello Stato,

- the United Kingdom Government, by Lindsey Nicoll, of the Treasury Solicitor's Department, acting as
Agent, and Daniel Alexander, Barrister,

- the Commission of the European Communities, by Jürgen Grunwald, Legal Adviser, and Berend Jan
Drijber, of its Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Canon Kabushiki Kaisha, represented by Axel Rinkler, Rechtsanwalt,
Karlsruhe; Metro-Goldwyn-Mayer Inc., formerly Pathe Communications Corporation, represented by
Wolf-W. Wodrich and Joachim K. Zenz, Patentanwalt, Essen; the French Government, represented by
Anne de Bourgoing, Chargé de Mission in the Legal Affairs Directorate of the Ministry of Foreign
Affairs, acting as Agent; the Italian Government, represented by Oscar Fiumara; the United Kingdom
Government, represented by Daniel Alexander; and the Commission, represented by Jürgen Grunwald, at
the hearing on 20 January 1998,

after hearing the Opinion of the Advocate General at the sitting on 2 April 1998,

gives the following

Judgment

1 By order of 12 December 1996, received at the Court on 28 January 1997, the Bundesgerichtshof
(Federal Court of Justice) referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty a question on the interpretation of Article 4(1)(b) of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1, `the Directive').

2 That question was raised in proceedings between the Japanese company Canon Kabushiki Kaisha
(`CKK') and the American corporation Metro-Goldwyn-Mayer Inc., formerly Pathe Communications
Corporation (`MGM'), following MGM's application in Germany in 1986 for registration of the word trade
mark `CANNON' to be used in respect of the following goods and services: `films recorded on video tape
cassettes (video film cassettes); production, distribution and projection of films for cinemas and television
organisations'.

3 Referring to Paragraph 5(4)(1) of the Warenzeichengesetz (former Trade Mark Law, `the WZG'), CKK
opposed that application before the Deutsches Patentamt (German Patent Office) on the ground that it
infringed its earlier word trade mark `Canon', registered in Germany in respect of, inter alia, `still and
motion picture cameras and projectors; television filming and recording devices, television retransmission
devices, television receiving and reproduction devices, including tape and disc devices for television
recording and reproduction'.

4 The first examiner of the German Patent Office considered that the two marks were analogous and
therefore refused registration on the ground that the respective goods and services were similar within the
meaning of Paragraph 5(4)(1) of the WZG. The second examiner set aside that decision and dismissed the
opposition for lack of similarity.

5 The Bundespatentgericht (Federal Patent Court) dismissed CKK's appeal against the latter decision,
holding that there was no similarity within the meaning of Paragraph 5(4)(1) of the WZG. It stated that
such similarity could be taken to exist only where the goods or services, having regard to their economic
significance and method of use and, in particular, their usual place of manufacture and sale, were so
similar that the average purchaser might form the opinion that they were manufactured by the same
enterprise in so far as similar or supposedly similar distinguishing signs were used. The court considered
that in the circumstances of the case that condition was not satisfied.
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6 CKK brought an appeal against the order of the Bundespatentgericht before the Bundesgerichtshof.

7 In its order for reference, the Bundesgerichtshof makes the preliminary point that the case pending
before it must be decided on the basis of the Markengesetz (the new German Law on Trade Marks),
which entered into force on 1 January 1995 and which transposed the Directive into German law and
Paragraph 9(1)(2) of which corresponds to Article 4(1)(b) of the Directive.

8 Article 4(1)(b) provides:

`(1) A trade mark shall not be registered or, if registered, shall be liable to be declared invalid:

...

(b) if because of its identity with, or similarity to, the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks, there exists a likelihood of confusion on the part of
the public, which includes the likelihood of association with the earlier trade mark.'

9 In order to illustrate the context and significance of the question referred the Bundesgerichthof gave the
following information:

- in this instance the two signs, `CANNON' and `Canon', are pronounced in the same way and the mark
`Canon' has a reputation; in addition, as the Bundespatentgericht noted, the public perception is that `films
recorded on video tape cassettes (video film cassettes)' and `recording and reproduction devices for video
tapes (video recorders)' do not come from the same manufacturer;

- in conformity with the principles laid down in the WZG, the Bundespatentgericht attached no importance
in its decision to the identical nature of the signs or to the reputation of the opposing party's trade mark;

- since the Markengesetz must henceforth be applied, it is necessary to establish the criteria to be applied
in interpreting the concept of `similarity of the goods or services covered by the trade marks' for the
purposes of Article 4(1)(b) of the Directive;

- if no account is taken in this case of the reputation of the earlier mark when assessing the likelihood of
confusion, because there is no similarity between the goods or services covered by the two marks, then on
the basis of the findings made by the Bundespatentgericht the appeal brought by the opposing party cannot
succeed;

- it is possible, however, to interpret Article 4(1)(b) of the Directive as meaning that the reputation of the
earlier mark may not only reinforce the distinctiveness of the mark as such, but may also be sufficient to
exclude the view held by the public concerning the place of origin (`Herkunftsstätte') of those goods or
services from the assessment of the similarity of the goods or services covered;

- according to academic opinion, when the likelihood of confusion within the meaning of the
Markengesetz is assessed, it may be necessary to establish a correlation between the similarity of the
goods, on the one hand, and the degree of similarity of the respective signs and the distinctive character of
the mark to be protected, on the other, in such a way that the closer the marks resemble one another and
the more distinctive the mark for which protection is sought, the less the similarity of the goods need be.

10 Finally, the Bundesgerichtshof points out that the interpretation of Article 4(1)(b) of the Directive is of
particular importance in practice in view of the fact that the ground for refusing registration provided for
by Paragraph 9(1)(3) of the Markengesetz cannot be relied on in a national opposition procedure but only
before the ordinary courts in the course of an action for cancellation of a trade mark or for its
infringement (this paragraph transposes Article 4(4)(a) of the Directive, according to which the Member
States may provide for broader protection in the case of trade marks
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with a reputation, derogating from the requirement that the goods or services should be similar).

11 In the light of those considerations the Bundesgerichtshof stayed the proceedings and referred the
following question to the Court of Justice for a preliminary ruling:

`May account be taken, when assessing the similarity of the goods or services covered by the two marks,
of the distinctive character, in particular the reputation, of the mark with earlier priority (on the date which
determines the seniority of the later mark), so that, in particular, likelihood of confusion within the
meaning of Article 4(1)(b) of Directive 89/104/EEC must be taken to exist even if the public attributes the
goods and/or services to different places of origin ("Herkunftsstätten")?'

12 In the first part of the question, the Bundesgerichtshof asks in substance whether, on a proper
construction of Article 4(1)(b) of the Directive, the distinctive character of the earlier trade mark, and in
particular its reputation, must be taken into account when determining whether the similarity between the
goods or services covered by the two trade marks is sufficient to give rise to the likelihood of confusion.

13 CKK, the French and Italian Governments and the Commission are essentially in agreement in
proposing that the question be answered in the affirmative.

14 On the other hand, MGM and the United Kingdom Government consider that similarity between goods
and services must be assessed objectively and independently, and no account should be taken of the
distinctive character of the earlier mark or in particular of its reputation.

15 It is to be noted, first, that the tenth recital of the preamble to the Directive states that `the protection
afforded by the registered trade mark, the function of which is in particular to guarantee the trade mark as
an indication of origin, is absolute in the case of identity between the mark and the sign and goods or
services; ... the protection applies also in case of similarity between the mark and the sign and the goods
or services;... it is indispensable to give an interpretation of the concept of similarity in relation to the
likelihood of confusion;... the likelihood of confusion, the appreciation of which depends on numerous
elements and, in particular, on the recognition of the trade mark on the market, [on] the association which
can be made with the used or registered sign, [and on] the degree of similarity between the trade mark
and the sign and between the goods or services identified, constitutes the specific condition for such
protection'.

16 Second, the Court has held that the likelihood of confusion on the part of the public, in the absence of
which Article 4(1)(b) of the Directive does not apply, must be appreciated globally, taking into account all
factors relevant to the circumstances of the case (Case C-251/95 SABEL v Puma [1997] ECR I-6191,
paragraph 22).

17 A global assessment of the likelihood of confusion implies some interdependence between the relevant
factors, and in particular a similarity between the trade marks and between these goods or services.
Accordingly, a lesser degree of similarity between these goods or services may be offset by a greater
degree of similarity between the marks, and vice versa. The interdependence of these factors is expressly
mentioned in the tenth recital of the preamble to the Directive, which states that it is indispensable to give
an interpretation of the concept of similarity in relation to the likelihood of confusion, the appreciation of
which depends, in particular, on the recognition of the trade mark on the market and the degree of
similarity between the mark and the sign and between the goods or services identified.

18 Furthermore, according to the case-law of the Court, the more distinctive the earlier mark, the greater
the risk of confusion (SABEL, paragraph 24). Since protection of a trade mark depends, in accordance
with Article 4(1)(b) of the Directive, on there being a likelihood of confusion, marks with a highly
distinctive character, either per se or because of the reputation they possess
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on the market, enjoy broader protection than marks with a less distinctive character.

19 It follows that, for the purposes of Article 4(1)(b) of the Directive, registration of a trade mark may
have to be refused, despite a lesser degree of similarity between the goods or services covered, where the
marks are very similar and the earlier mark, in particular its reputation, is highly distinctive.

20 Against that interpretation, MGM and the United Kingdom Government have argued that to take into
account the distinctiveness of the earlier mark when assessing the similarity of the goods or services
involves the danger of prolonging the registration procedure. However, the French Government has stated
that in its experience consideration of that factor when assessing the similarity of the goods or services
covered did not have the effect of unduly lengthening or complicating the registration procedure.

21 In this context, it is important to note that even if the suggested interpretation makes the registration
procedure much lengthier, that cannot be decisive for the interpretation of Article 4(1)(b) of the Directive.
In any event, for reasons of legal certainty and proper administration, it is necessary to ensure that trade
marks whose use could successfully be challenged before the courts are not registered.

22 It is, however, important to stress that, for the purposes of applying Article 4(1)(b), even where a mark
is identical to another with a highly distinctive character, it is still necessary to adduce evidence of
similarity between the goods or services covered. In contrast to Article 4(4)(a), which expressly refers to
the situation in which the goods or services are not similar, Article 4(1)(b) provides that the likelihood of
confusion presupposes that the goods or services covered are identical or similar.

23 In assessing the similarity of the goods or services concerned, as the French and United Kingdom
Governments and the Commission have pointed out, all the relevant factors relating to those goods or
services themselves should be taken into account. Those factors include, inter alia, their nature, their end
users and their method of use and whether they are in competition with each other or are complementary.

24 In the light of the foregoing, the answer to be given to the first part of the question must be that, on a
proper construction of Article 4(1)(b) of the Directive, the distinctive character of the earlier trade mark,
and in particular its reputation, must be taken into account when determining whether the similarity
between the goods or services covered by the two trade marks is sufficient to give rise to the likelihood of
confusion.

25 In the second part of the question the Bundesgerichtshof asks in substance whether there can be a
likelihood of confusion within the meaning of Article 4(1)(b) of the Directive where the public perception
is that the goods or services have different places of origin (`Herkunftsstätten').

26 There is a likelihood of confusion within the meaning of Article 4(1)(b) of the Directive where the
public can be mistaken as to the origin of the goods or services in question.

27 Indeed, Article 2 of the Directive provides that a trade mark must be capable of distinguishing the
goods or services of one undertaking from those of other undertakings, while the tenth recital in the
preamble to the Directive states that the function of the protection conferred by the mark is primarily to
guarantee the indication of origin.

28 Moreover, according to the settled case-law of the Court, the essential function of the trade mark is to
guarantee the identity of the origin of the marked product to the consumer or end user by enabling him,
without any possibility of confusion, to distinguish the product or service from others which have another
origin. For the trade mark to be able to fulfil its essential role in
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the system of undistorted competition which the Treaty seeks to establish, it must offer a guarantee that all
the goods or services bearing it have originated under the control of a single undertaking which is
responsible for their quality (see, in particular, Case C-10/89 HAG GF (HAG II) [1990] ECR I-3711,
paragraphs 14 and 13).

29 Accordingly, the risk that the public might believe that the goods or services in question come from
the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion within the meaning of Article 4(1)(b) of the Directive (see SABEL, paragraphs 16
to 18). Consequently, as the Advocate General states at point 30 of his Opinion, in order to demonstrate
that there is no likelihood of confusion, it is not sufficient to show simply that there is no likelihood of
the public being confused as to the place of production of the goods or services.

30 The answer to be given to the second part of the question must therefore be that there may be a
likelihood of confusion within the meaning of Article 4(1)(b) of the Directive even where the public
perception is that the goods or services have different places of production. By contrast, there can be no
such likelihood where it does not appear that the public could believe that the goods or services come
from the same undertaking or, as the case may be, from economically-linked undertakings.

Costs

31 The costs incurred by the French, Italian and United Kingdom Governments and by the Commission of
the European Communities, which have submitted observations to the Court, are not recoverable. Since
these proceedings are, for the parties to the main proceedings, a step in the action pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Bundesgerichtshof by order of 12 December 1996, hereby
rules:

On a proper construction of Article 4(1)(b) of First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks, the distinctive character of the
earlier trade mark, and in particular its reputation, must be taken into account when determining whether
the similarity between the goods or services covered by the two trade marks is sufficient to give rise to
the likelihood of confusion.

There may be a likelihood of confusion within the meaning of Article 4(1)(b) of Directive 89/104 even
where the public perception is that the goods or services have different places of production. By contrast,
there can be no such likelihood where it does not appear that the public could believe that the goods or
services come from the same undertaking or, as the case may be, from economically-linked undertakings.
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Judgment of the Court
of 16 July 1998

Silhouette International Schmied GmbH & Co. KG v Hartlauer Handelsgesellschaft mbH.
Reference for a preliminary ruling: Oberster Gerichtshof - Austria.

Directive 89/104/EEC - Exhaustion of trade mark - Goods put on the market in the Community or
in a non-member country.

Case C-355/96.

1 Approximation of laws - Trade marks - Directive 89/104 - Product put into circulation outside the
European Economic Area by the proprietor of the trade mark or with his consent - Imported into a
Member State - Objection by the proprietor - National rules providing for international exhaustion of the
rights conferred by the trade mark - Not permissible

(Council Directive 89/104, Arts 5 and 7(1))

2 Approximation of laws - Trade marks - Directive 89/104 - Product put into circulation outside the
European Economic Area by the proprietor of the mark or with his consent - Imported into a Member
State - Objection by the proprietor - Grant of an order prohibiting the use of the trade mark solely on the
basis of Article 7(1) of the directive - Excluded

(Council Directive 89/104, Arts 5 and 7(1))

3 Acts of the institutions - Directives - Direct effect - Limits - Whether a directive may be relied on as
against an individual - Not possible - Implementation by the Member States - Duty of national courts

(EC Treaty, Art. 189(3))

1 National rules providing for exhaustion of trade-mark rights in respect of products put on the market
outside the EEA under that mark by the proprietor or with his consent are contrary to Article 7(1) of the
First Directive 89/104 on trade marks.

An interpretation of the directive to the effect that it leaves Member States free to provide in their national
law for exhaustion, not only in respect of products put on the market in the European Economic Area but
also of those put on the market in non-member countries, is contrary to the wording of Article 7 and to
the scheme and purpose of the rules of the directive concerning the rights which a trade mark confers on
its proprietor. Although the third recital in the preamble to the directive states that `it does not appear to
be necessary at present to undertake full-scale approximation of the trade mark laws of the Member
States', the directive none the less provides for harmonisation in relation to substantive rules of central
importance in this sphere, that is to say, the rules concerning those provisions of national law which most
directly affect the functioning of the internal market.

According to the first recital in the preamble to the directive, the trade mark laws applicable in the
Member States contain disparities which may impede the free movement of goods and freedom to provide
services and may distort competition within the common market and, according to the ninth recital, it is
fundamental, in order to facilitate the free movement of goods and services, to ensure that registered trade
marks enjoy the same protection under the legal systems of all the Member States.

Articles 5 to 7 must therefore be construed as embodying a complete harmonisation of the rules relating to
the rights conferred by a trade mark.

Accordingly, the directive cannot be interpreted as leaving it open to the Member States to provide in their
domestic law for exhaustion of the rights conferred by a trade mark in respect of products put on the
market in non-member countries.
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This, moreover, is the only interpretation which is fully capable of ensuring that the purpose of the
directive is achieved, namely to safeguard the functioning of the internal market. A situation in which
some Member States could provide for international exhaustion while others provided for Community
exhaustion only would inevitably give rise to barriers to the free movement of goods and the freedom to
provide services.

It is no objection to that interpretation that since the directive was adopted on the basis of Article 100a of
the Treaty, it cannot regulate relations between the Member States and non-member countries. Even if
Article 100a of the Treaty were to be construed in that sense, the fact remains that Article 7 is not
intended to regulate relations between Member States and non-member countries but to define the rights of
proprietors of trade marks in the Community.

2 Article 7(1) of First Directive 89/104 on trade marks cannot be interpreted as meaning that the
proprietor of a trade mark is entitled, on the basis of that provision alone, to obtain an order restraining a
third party from using his trade mark for products which have been put on the market outside the
European Economic Area under that mark by the proprietor or with his consent.

The requirement that Member States should implement provisions on the basis of which the proprietor of a
trade mark, when his rights are infringed, must be able to obtain an order restraining third parties from
making use of his mark is imposed, not by Article 7, but by Article 5 of the directive, which defines the
rights conferred by a trade mark.

3 Although a directive cannot of itself impose obligations on an individual and cannot therefore be relied
upon as such against an individual, when applying domestic law, whether adopted before or after the
directive, the national court that has to interpret that law must do so, as far as possible, in the light of the
wording and the purpose of the directive so as to achieve the result it has in view and thereby comply
with the third paragraph of Article 189 of the Treaty

In Case C-355/96,

REFERENCE to the Court under Article 177 of the EC Treaty by the Oberster Gerichtshof (Austria) for a
preliminary ruling in the proceedings pending before that court between

Silhouette International Schmied GmbH & Co. KG

and

Hartlauer Handelsgesellschaft mbH,

on the interpretation of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws
of the Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended by the Agreement on the
European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann (Rapporteur), M. Wathelet and R. Schintgen
(Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, J.L. Murray, D.A.O. Edward, P. Jann,
L. Sevon and K.M. Ioannou, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Silhouette International Schmied GmbH & Co. KG, by Klaus Haslinger, Rechtsanwalt, Linz,

- Hartlauer Handelsgesellschaft mbH, by Walter Müller, Rechtsanwalt, Linz,
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- the Austrian Government, by Wolf Okresek, Ministerialrat in the Chancellor's Office, acting as Agent,

- the German Government, by Alfred Dittrich, Regierungsdirektor in the Federal Ministry of Justice, and
Bernd Kloke, Oberregierungsrat in the Federal Ministry of Economic Affairs, acting as Agents,

- the French Government, by Catherine de Salins, Head of Subdirectorate in the Legal Affairs Directorate
of the Ministry of Foreign Affairs, and Philippe Martinet, Secretary in the same Directorate, acting as
Agents,

- the Italian Government, by Umberto Leanza, Head of the Legal Service in the Ministry of Foreign
Affairs, acting as Agent, and Oscar Fiumara, Avvocato dello Stato,

- the Swedish Government, by Erik Brattgård, Departementsråd in the Foreign Trade Department of the
Ministry of Foreign Affairs, Tomas Norström, Kansliråd in the same Ministry, and Inge Simfors,
Hovrättsassessor in the same Ministry, acting as Agents,

- the United Kingdom Government, by Lindsey Nicoll, of the Treasury Solicitor's Department, acting as
Agent, and by Michael Silverleaf, Barrister,

- the Commission of the European Communities, by Jürgen Grunwald, Legal Adviser, and Berend Jan
Drijber, of its Legal Service, acting as Agents,$

having regard to the Report for the Hearing,

after hearing the oral observations of Silhouette International Schmied GmbH & Co. KG, represented by
Klaus Haslinger, of Hartlauer Handelsgesellschaft mbH, represented by Walter Müller, of the Italian
Government, represented by Oscar Fiumara, and of the Commission represented by Jürgen Grunwald, at
the hearing on 14 October 1997,

after hearing the Opinion of the Advocate General at the sitting on 29 January 1998,

gives the following

Judgment

Costs

38 The costs incurred by the Austrian, French, German, Italian, Swedish and United Kingdom
Governments and by the Commission of the European Communities, which have submitted observations to
the Court, are not recoverable. Since these proceedings are, for the parties to the main proceedings, a step
in the action pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Oberster Gerichtshof by order of 15 October 1996, hereby
rules:

39 National rules providing for exhaustion of trade-mark rights in respect of products put on the market
outside the EEA under that mark by the proprietor or with its consent are contrary to Article 7(1) of First
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks, as amended by the Agreement on the European Economic Area of 2 May 1992.

40 Article 7(1) of Directive 89/104 cannot be interpreted as meaning that the proprietor of a trade mark is
entitled, on the basis of that provision alone, to obtain an order restraining a third party from using his
trade mark for products which have been put on the market outside the European Economic
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Area under that mark by the proprietor or with his consent.

1 By order of 15 October 1996, received at the Court on 30 October 1996, the Oberster Gerichtshof
referred to the Court for a preliminary ruling under Article 177 of the EC Treaty two questions on the
interpretation of Article 7 of the First Council Directive 89/104/EEC of 21 December 1988 to approximate
the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1, `the Directive'), as amended
by the Agreement on the European Economic Area of 2 May 1992 (OJ 1994 L 1, p. 3, `the EEA
Agreement').

2 Those questions were raised in proceedings between two Austrian companies, Silhouette International
Schmied GmbH & Co. KG (`Silhouette') and Hartlauer Handelsgesellschaft mbH (`Hartlauer').

3 Article 7 of the Directive, concerning exhaustion of the rights conferred by a trade mark, provides:

`(1) The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

(2) Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialisation of the goods, especially where the condition of the goods is changed or impaired
after they have been put on the market.'

4 In accordance with Article 65(2), in conjunction with Annex XVII, point 4, of the EEA Agreement,
Article 7(1) has been amended for the purposes of the Agreement so that the expression `in the
Community' has been replaced by `in a Contracting Party'.

5 Article 7 of the Directive was transposed into Austrian law by Paragraph 10a of the Markenschutzgesetz
(Law on the Protection of Trade Marks), the first subparagraph of which provides: `The right conferred by
the trade mark shall not entitle the proprietor to prohibit a third party from using it in relation to goods
which have been put on the market in the European Economic Area under that trade mark by the
proprietor or with his consent.'

6 Silhouette produces spectacles in the higher price ranges. It markets them worldwide under the trade
mark `Silhouette', registered in Austria and most countries of the world. In Austria, Silhouette itself
supplies spectacles to opticians; in other States it has subsidiary companies or distributors.

7 Hartlauer sells inter alia spectacles through its numerous subsidiaries in Austria, and its low prices are
its chief selling point. It is not supplied by Silhouette because that company considers that distribution of
its products by Hartlauer would be harmful to its image as a manufacturer of top-quality fashion
spectacles.

8 In October 1995 Silhouette sold 21 000 out-of-fashion spectacle frames to a Bulgarian company, Union
Trading, for the sum of USD 261 450. It had directed its representative to instruct the purchasers to sell
the spectacle frames in Bulgaria or the states of the former USSR only, and not to export them to other
countries. The representative assured Silhouette that it had so instructed the purchaser. However, the
Oberster Gerichtshof noted that it had not proved possible to ascertain whether that had actually been
done.

9 In November 1995 Silhouette delivered the frames in question to Union Trading in Sofia. Hartlauer
bought those goods - it has not, according to the Oberster Gerichtshof, been possible to find out from
whom - and offered them for sale in Austria from December 1995. In a press campaign Hartlauer
announced that, despite not being supplied by Silhouette, it had managed to acquire 21 000 Silhouette
frames abroad.

10 Silhouette brought an action for interim relief before the Landesgericht Steyr, seeking an injunction
restraining Hartlauer from offering spectacles or spectacle frames for sale in Austria
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under its trade mark, where they had not been put on the market in the European Economic Area (`EEA')
by Silhouette itself or by third parties with its consent. It claims that it has not exhausted its trade mark
rights, since, in terms of the Directive, trade-mark rights are exhausted only when the products have been
put on the market in the EEA by the proprietor or with his consent. It based its claim on Paragraph 10a
of the Markenschutzgesetz and on Paragraphs 1 and 9 of the Gesetz gegen den Unlauteren Wettbewerb
(Law against Unfair Competition) and Paragraph 43 of the Allgemeines Bürgerliches Gesetzbuch (General
Civil Code, `the ABGB').

11 Hartlauer contended that the action should be dismissed since Silhouette had not sold the frames
subject to any prohibition of reimportation into the Community. In its view Paragraph 43 of the ABGB
was not applicable. Moreover, it observed that the Markenschutzgesetz does not grant a right to seek
prohibitory injunctions and that, given that the legal position was unclear, its conduct was not contrary to
established customs.

12 Silhouette's action was dismissed by the Landesgericht Steyr and, on appeal, by the Oberlandesgericht
Linz. Silhouette appealed to the Oberster Gerichtshof on a point of law.

13 The Gerichtshof noted, first, that the case before it concerned the reimportation of goods originally
produced by the proprietor of the trade mark and put on the market by the proprietor in a non-member
country. It went on to point out that before Paragraph 10a of the Markenschutzgesetz entered into force
Austrian courts applied the principle of international exhaustion of the right conferred by a trade mark (the
principle that the proprietor's rights are exhausted once the trade-marked product has been put on the
market, no matter where that takes place). Finally, the Oberster Gerichtshof stated that the explanatory
memorandum to the Austrian law implementing Article 7 of the Directive indicated that it was intended to
leave the resolution of the question of the validity of the principle of international exhaustion to judicial
decision.

14 Accordingly, the Oberster Gerichtshof decided to stay proceedings and refer the following questions to
the Court for a preliminary ruling:

`(1) Is Article 7(1) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) to be interpreted as meaning that
the trade mark entitles its proprietor to prohibit a third party from using the mark for goods which have
been put on the market under that mark in a State which is not a Contracting State?

(2) May the proprietor of the trade mark on the basis of Article 7(1) of the Trade Marks Directive alone
seek an order that the third party cease using the trade mark for goods which have been put on the
market under that mark in a State which is not a Contracting State?'

Question 1

15 By its first question the Oberster Gerichtshof is in substance asking whether national rules providing
for exhaustion of trade-mark rights in respect of products put on the market outside the EEA under that
mark by the proprietor or with his consent are contrary to Article 7(1) of the Directive.

16 It is to be noted at the outset that Article 5 of the Directive defines the `rights conferred by a trade
mark' and Article 7 contains the rule concerning `exhaustion of the rights conferred by a trade mark'.

17 According to Article 5(1) of the Directive, the registered trade mark confers on the proprietor exclusive
rights therein. In addition, Article 5(1)(a) provides that those exclusive rights entitle the proprietor to
prevent all third parties not having his consent from use in the course of trade of, inter alia, any sign
identical with the trade mark in relation to goods or services which are
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identical to those for which the trade mark is registered. Article 5(3) sets out a non-exhaustive list of the
kinds of practice which the proprietor is entitled to prohibit under paragraph 1, including, in particular,
importing or exporting goods under the trade mark concerned.

18 Like the rules laid down in Article 6 of the Directive, which set certain limits to the effects of a trade
mark, Article 7 states that, in the circumstances which it specifies, the exclusive rights conferred by the
trade mark are exhausted, with the result that the proprietor is no longer entitled to prohibit use of the
mark. Exhaustion is subject first of all to the condition that the goods have been put on the market by the
proprietor or with his consent. According to the text of the Directive itself, exhaustion occurs only where
the products have been put on the market in the Community (in the EEA since the EEA Agreement
entered into force).

19 No argument has been presented to the Court that the Directive could be interpreted as providing for
the exhaustion of the rights conferred by a trade mark in respect of goods put on the market by the
proprietor or with his consent irrespective of where they were put on the market.

20 On the contrary, Hartlauer and the Swedish Government have maintained that the Directive left the
Member States free to provide in their national law for exhaustion, not only in respect of products put on
the market in the EEA but also of those put on the market in non-member countries.

21 The interpretation of the Directive proposed by Hartlauer and the Swedish Government assumes, having
regard to the wording of Article 7, that the Directive, like the Court's case-law concerning Articles 30 and
36 of the EC Treaty, is limited to requiring the Member States to provide for exhaustion within the
Community, but that Article 7 does not comprehensively resolve the question of exhaustion of rights
conferred by the trade mark, thus leaving it open to the Member States to adopt rules on exhaustion going
further than those explicitly laid down in Article 7 of the Directive.

22 As Silhouette, the Austrian, French, German, Italian and United Kingdom Governments and the
Commission have all argued, such an interpretation is contrary to the wording of Article 7 and to the
scheme and purpose of the rules of the Directive concerning the rights which a trade mark confers on its
proprietor.

23 In that respect, although the third recital in the preamble to the Directive states that `it does not appear
to be necessary at present to undertake full-scale approximation of the trade mark laws of the Member
States', the Directive none the less provides for harmonisation in relation to substantive rules of central
importance in this sphere, that is to say, according to that same recital, the rules concerning those
provisions of national law which most directly affect the functioning of the internal market, and that that
recital does not preclude the harmonisation relating to those rules from being complete.

24 The first recital in the preamble to the Directive notes that the trade mark laws applicable in the
Member States contain disparities which may impede the free movement of goods and freedom to provide
services and may distort competition within the common market, so that it is necessary, in view of the
establishment and functioning of the internal market, to approximate the laws of Member States. The
ninth recital emphasises that it is fundamental, in order to facilitate the free movement of goods and
services, to ensure that registered trade marks enjoy the same protection under the legal systems of all the
Member States, but that this should not prevent Member States from granting at their option extensive
protection to those trade marks which have a reputation.

25 In the light of those recitals, Articles 5 to 7 of the Directive must be construed as embodying a
complete harmonisation of the rules relating to the rights conferred by a trade mark. That interpretation, it
may be added, is borne out by the fact that Article 5 expressly leaves it open to the Member States to
maintain or introduce certain rules specifically defined by the Community legislature.
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Thus, in accordance with Article 5(2), to which the ninth recital refers, the Member States have the option
to grant more extensive protection to trade marks with a reputation.

26 Accordingly, the Directive cannot be interpreted as leaving it open to the Member States to provide in
their domestic law for exhaustion of the rights conferred by a trade mark in respect of products put on the
market in non-member countries.

27 This, moreover, is the only interpretation which is fully capable of ensuring that the purpose of the
Directive is achieved, namely to safeguard the functioning of the internal market. A situation in which
some Member States could provide for international exhaustion while others provided for Community
exhaustion only would inevitably give rise to barriers to the free movement of goods and the freedom to
provide services.

28 Contrary to the arguments of the Swedish Government, it is no objection to that interpretation that
since the Directive was adopted on the basis of Article 100a of the EC Treaty, which governs the
approximation of the laws of the Member States concerning the functioning of the internal market, it
cannot regulate relations between the Member States and non-member countries, with the result that Article
7 is to be interpreted as meaning that the Directive applies only to intra-Community relations.

29 Even if Article 100a of the Treaty were to be construed in the sense argued for by the Swedish
Government, the fact remains that Article 7, as has been pointed out in this judgment, is not intended to
regulate relations between Member States and non-member countries but to define the rights of proprietors
of trade marks in the Community.

30 Finally, the Community authorities could always extend the exhaustion provided for by Article 7 to
products put on the market in non-member countries by entering into international agreements in that
sphere, as was done in the context of the EEA Agreement.

31 In the light of the foregoing, the answer to be given to the first question must be that national rules
providing for exhaustion of trade-mark rights in respect of products put on the market outside the EEA
under that mark by the proprietor or with his consent are contrary to Article 7(1) of the Directive, as
amended by the EEA Agreement.

Question 2

32 By its second question the Oberster Gerichtshof is in substance asking whether Article 7(1) of the
Directive can be construed as meaning that the proprietor of a trade mark is entitled, on the basis of that
provision alone, to obtain an order restraining a third party from using its mark for products which have
been put on the market outside the EEA under that mark by the proprietor or with his consent.

33 In its order for reference, as clarified subsequently by letter, the Oberster Gerichtshof has pointed out:

- that the second question was put because the Markenschutzgesetz does not provide for any right to
obtain a prohibitory injunction, nor does it contain any provision corresponding to Article 5(1)(a) of the
Directive. A prohibitory injunction may be sought in respect of a trade mark infringement only if there is
at the same time a breach of Paragraph 9 of the UWG, the application of which presupposes the risk of
confusion, which is not the case where the original products of the trade-mark proprietor are concerned;

- in Austrian law, at least according to current academic legal writing, the proprietor of a trade mark has
no right to obtain a prohibitory injunction against a person who makes parallel imports or reimports of
trade-marked goods, unless the right to a prohibitory injunction is already available under Paragraph 10a(1)
of the Markenschutzgesetz. The question thus arises, under Austrian law,
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whether Article 7(1) of the Trade Marks Directive, which has the same content as Paragraph 10a(1) of the
Markenschutzgesetz, provides for such a right to apply for a prohibitory injunction and whether the
proprietor of the trade mark can therefore seek, solely on the basis of that provision, an order that a third
party cease using the trade mark for goods which have been put on the market under that mark outside
the EEA.

34 Under the scheme of the Directive the rights conferred by a trade mark are defined by Article 5, while
Article 7 contains an important qualification with respect to that definition, in that it provides that the
rights conferred by Article 5 do not entitle the proprietor to prohibit the use of the trade mark where the
conditions laid down in that provision are satisfied.

35 Accordingly, while it is undeniable that the Directive requires Member States to implement provisions
on the basis of which the proprietor of a trade mark, when his rights are infringed, must be able to obtain
an order restraining third parties from making use of his mark, that requirement is imposed, not by Article
7, but by Article 5 of the Directive.

36 That being so, it is to be remembered, first, that, according to settled case-law of the Court, a directive
cannot of itself impose obligations on an individual and cannot therefore be relied upon as such against an
individual. Second, according to the same case-law, when applying domestic law, whether adopted before
or after the directive, the national court that has to interpret that law must do so, as far as possible, in the
light of the wording and the purpose of the directive so as to achieve the result it has in view and thereby
comply with the third paragraph of Article 189 of the Treaty (see, inter alia, Case C-106/89 Marleasing v
La Comercial Internacional de Alimentacion [1990] ECR I-4135, paragraphs 6 and 8, and Case C-91/92
Faccini Dori v Recreb [1994] ECR I-3325, paragraphs 20 and 26).

37 The answer to be given to the second question must therefore be that, subject to the national court's
duty to interpret, so far as possible, domestic law in conformity with Community law, Article 7(1) of the
Directive cannot be interpreted as meaning that the proprietor of a trade mark is entitled, on the basis of
that provision alone, to obtain an order restraining a third party from using his trade mark for products
which have been put on the market outside the EEA under that mark by the proprietor or with his
consent.
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Judgment of the Court (Fifth Chamber)
of 20 March 1997

Phytheron International SA v Jean Bourdon SA.
Reference for a preliminary ruling: Tribunal de commerce de Pontoise - France.

Articles 30 and 36 of the EC Treaty - Trade Mark Directive - Plant health product - Parallel import
- Exhaustion.

Case C-352/95.

1 Preliminary rulings - Jurisdiction of the Court - Limits - Presentation during the procedure before the
Court of facts which differ from those described in the order for reference - Obligation of the Court to
abide by the facts as stated in the order for reference

(EC Treaty, Art. 177; EC Statute of the Court of Justice, Art. 20)

2 Free movement of goods - Exceptions - Existence of directives for approximation - Effects - Trade mark
protected by national law where the product is put on the market in a Member State by the trade mark
owner or with his consent - Assessment in the light of Directive 89/104

(EC Treaty, Arts 30 and 36; Council Directive 89/104, Art. 7)

3 Acts of the institutions - Directives - Implementation by the Member States - Need to ensure the
effectiveness of directives - Obligations of national courts

4 Approximation of laws - Trade marks - Directive 89/104 - Product from a non-member country put on
the market in a Member State by the trade mark owner or with his consent - Lawful acquisition by an
independent trader - Importation, without processing or changing the packaging, into another Member State
- Trade mark rights in both Member States held by the same group - Opposition to importation by the
trade mark owner - Not permissible, by reason of the principle of exhaustion of trade mark rights

(EC Treaty, Arts 30 and 36; Council Directive 89/104, Art. 7(1) and (2))

5 In answering a question referred to it for a preliminary ruling, the Court cannot base its ruling on facts
mentioned in the course of the proceedings which differ from those in the order for reference. If it did so,
it would have to address a question of principle which it has not yet had occasion to decide, on the basis
of facts which required clarification to enable a proper answer to be given. Moreover, where the question
referred raises an important point on the extent of the rights which a trade mark owner may derive from
the mark, and the owner, not being a party to the main proceedings, cannot put his arguments to the
Court, there are specific reasons why the Court should not depart from the facts as stated in the order for
reference. In any event, to alter the substance of questions referred for a preliminary ruling would be
incompatible with the Court's function under Article 177 of the Treaty and with its duty to ensure that the
Governments of the Member States and the parties concerned are given the opportunity to submit
observations under Article 20 of the Statute of the Court, bearing in mind that, under that provision, only
the order of the referring court is notified to the interested parties.

6 Article 7 of the First Trade Mark Directive 89/104 is worded in general terms and comprehensively
regulates the question of the exhaustion of trade mark rights for products traded in the Community, so that
national rules on the point must be assessed in relation to that provision and not Articles 30 and 36 of the
Treaty, it being understood, however, that, like any secondary legislation, the directive itself must be
interpreted in the light of the Treaty rules, in this case those on the free movement of goods.

7 When applying national law, whether adopted before or after a directive, the national court which has to
interpret that law must do so, as far as possible, in the light of the wording and the purpose of the
directive so as to achieve the result which the directive has in view.
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8 Article 7 of the First Trade Mark Directive 89/104, which is framed in terms corresponding to those
used by the Court in judgments which, in interpreting Articles 30 and 36 of the Treaty, have recognized in
Community law the principle of exhaustion of the rights conferred by a trade mark, must be interpreted as
precluding application in one Member State of a national rule under which the owner of a trade mark may
prevent importation of a product protected by the mark where

- the product has been manufactured in a non-member country,

- it has been imported into a second Member State by the owner of the mark or by another company in
the same group as the owner of the mark,

- it has been lawfully acquired in the second Member State by an independent trader, who has exported it
to the first Member State,

- it has not been processed and the packaging has not been changed, apart from the addition to the label
of certain information to comply with the requirements of the legislation of the Member State of import,
and

- the trade mark rights are held in both Member States by the same group.

First, the principle of exhaustion laid down in Article 7 applies where the owner of the trade mark in the
State of import and the owner of the mark in the State of export, although different persons, are
economically linked, for example as subsidiaries of the same group. Second, it is of no importance
whether or not the product protected by the mark has been manufactured in a non-member country if it
has in any event been lawfully put on the market, in the Member State from which it has been imported,
by the owner of the mark or with the owner's consent, including marketing by another company in the
same group as the owner. Finally, the mere addition on the label of information of the kind described
above cannot constitute a legitimate reason for the trade mark owner to oppose the further
commercialization of the products within the meaning of Article 7(2) of the directive, provided that the
label so altered does not omit important information or give inaccurate information and its presentation is
not liable to damage the reputation of the trade mark and that of its owner.

In Case C-352/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the Tribunal de Commerce (Commercial
Court), Pontoise, France, for a preliminary ruling in the proceedings pending before that court between

Phytheron International SA

and

Jean Bourdon SA,

on the interpretation of Articles 30 and 36 of the EC Treaty,

THE COURT

(Fifth Chamber),

composed of: J.C. Moitinho de Almeida, President of the Chamber, C. Gulmann (Rapporteur), D.A.O.
Edward, J.-P. Puissochet and M. Wathelet, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Phytheron International SA, by Lise Funck-Brentano, of the Paris Bar,

© An extract from a JUSTIS database



61995J0352 European Court reports 1997 Page I-01729 3

- the French Government, by Catherine de Salins, Deputy Director in the Legal Affairs Department of the
Ministry of Foreign Affairs, and Philippe Martinet, Secretary for Foreign Affairs in that Ministry, acting as
Agents,

- the Commission of the European Communities, by Berend Jan Drijber, of its Legal Service, and
Jean-Francis Pasquier, a national civil servant seconded to that service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Phytheron International SA, the French Government and the
Commission at the hearing on 12 September 1996,

after hearing the Opinion of the Advocate General at the sitting on 24 October 1996,

gives the following

Judgment

1 By judgment of 3 October 1995, received at the Court on 15 November 1995, the Tribunal de
Commerce (Commercial Court), Pontoise, France, referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty two questions on the interpretation of Articles 30 and 36 of that Treaty.

2 Those questions were raised in proceedings between the French companies Phytheron International SA
(hereinafter `Phytheron') and Jean Bourdon SA (hereinafter `Bourdon'), concerning the cancellation by the
latter of a contract concluded between them in 1994 for the purchase by Bourdon of 3 000 litres of a
plant health product, Previcur N, imported from Germany but originally from Turkey.

3 Bourdon cancelled its order before delivery, claiming that the consignment of Previcur N could not be
marketed in France without the agreement of the trade mark owner, who apparently intended to refuse
consent. Phytheron thereupon brought an action for damages against Bourdon in the Tribunal de
Commerce, Pontoise, on the ground of wrongful termination of the contract.

4 Before that court, Bourdon argued that in French law imports of products from non-member countries
are unlawful if they have not been authorized by the proprietor of the trade mark covering the goods. In
the present case, it had formed the conclusion that if the contract had been performed, it would have
risked being sued for infringement, since the proprietor of the mark had not authorized the marketing of
the consignment in question.

5 Phytheron argued that under Community law, when a product is lawfully imported and marketed in a
Member State, it enjoys the benefit of free movement within the European Union. Since at the material
time the Federal Republic of Germany applied the system of international exhaustion of the trade mark
owner's rights, the consignment of Previcur N at issue, having been lawfully imported into and marketed
in Germany, had thus acquired the right of free movement within the European Union.

6 In those circumstances, the Tribunal de Commerce, Pontoise, stayed proceedings and referred the
following questions to the Court:

`1. Can a product which is covered by a protected trade mark and which is lawfully acquired by a trader
of Member State A in Member State B, where it is approved and marketed under the same trade mark, be
lawfully imported from Member State B and marketed in Member State A when the product in question:

- is a genuine product which has not undergone any processing;

- has not undergone any alteration in packaging, save for the addition on the label of a number of
statements designed to comply with the legislative requirements of Member State A; and

© An extract from a JUSTIS database



61995J0352 European Court reports 1997 Page I-01729 4

- is also approved in Member State A?

2. Does a prohibition based on the trade mark legislation of Member State A infringe Article 30 of the
Treaty?'

7 For a proper answer to be given to those questions, they must, as the French Government and the
Commission have observed, be set in their legal and factual context.

8 According to the order for reference, Bourdon argued before the national court that, by virtue of the
principle of the territoriality of trade marks in French law, the proprietor of a mark may, in the absence of
authorization by him, prevent his products from being imported from a non-member country, and the
purpose of the national court's questions is therefore to ascertain whether Article 30 of the Treaty, which
prohibits measures having equivalent effect to quantitative restrictions on imports, precludes application of
such a rule of national law.

9 Again according to the order for reference, it is common ground that the product which was the subject
of the contract at issue was manufactured in Turkey, where Schering, a company incorporated under
German law and belonging to the German Hoechst group, has it manufactured by another subsidiary
before importing it into Germany.

10 However, during the proceedings before the Court, it was stated that the place of manufacture of the
product in question was in fact Germany, from where it was thereafter exported to Turkey, and that the
batch at issue had been acquired there from a Turkish subsidiary of the German Hoechst group by an
independent trader, who then sold it to Phytheron.

11 For the reasons set out in paragraphs 12 to 14 below, the Court in the present case can answer the
national court's questions only on the basis of the facts as they appear from the order for reference.

12 Were the Court to base its ruling on the facts mentioned in course of proceedings before it, the very
substance of the problem raised by the questions referred would be changed. It would then have to address
a question of principle which it has not yet had occasion to decide, on the basis of facts which required
clarification to enable a proper answer to be given.

13 Furthermore, in the context of proceedings raising an important point on the extent of the rights which
a trade mark owner may derive from the mark, there are specific reasons why the Court should not depart
from the facts as stated in the order for reference, given that the owner of the mark, not being a party to
the main proceedings, cannot put his arguments to the Court.

14 Finally, to alter the substance of questions referred for a preliminary ruling would be incompatible with
the Court's function under Article 177 of the Treaty and with its duty to ensure that the Governments of
the Member States and the parties concerned are given the opportunity to submit observations under
Article 20 of the EC Statute of the Court, bearing in mind that, under that provision, only the order of the
referring court is notified to the interested parties (see inter alia the judgments in Joined Cases 141/81 to
143/81 Holdijk and Others [1982] ECR 1299, paragraph 6, and Case C-178/95 Wiljo v Belgium [1997]
ECR I-0000, paragraph 30).

15 Moreover, the national court does not state expressly who is the proprietor, in Germany and France, of
the trade mark in question. However, it follows implicitly from the order for reference that the mark is
owned by companies belonging to the German Hoechst group, both in Germany and in France, and that it
was the owner of the mark or another company in the same group which marketed the product in
Germany.

16 As to the rules applicable in France at the material time, as the French Government observes, Article
L.713-4 of the Code de Propriété Intellectuelle (Code of Intellectual Property) transposed into French law
Article 7 of the First Council Directive 89/104/EEC of 21 December 1988 to
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approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1, hereinafter `the
Trade Mark Directive'), which provides:

`1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have been
put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialization of the goods, especially where the condition of the goods is changed or impaired after
they have been put on the market.'

17 It should be noted that, according to the Court's case-law, Article 7 of the Trade Mark Directive is
worded in general terms and comprehensively regulates the question of the exhaustion of trade mark rights
for products traded in the Community, and that where Community directives provide for the harmonization
of measures necessary to ensure the protection of the interests referred to in Article 36 of the Treaty, any
national measure relating thereto must be assessed in relation to the provisions of that directive and not
Articles 30 and 36 of the Treaty (see Joined Cases C-427/93, C-429/93 and C-436/93 Bristol-Myers
Squibb and Others [1996] ECR I-3457, paragraphs 25 and 26).

18 The national court's questions must therefore be understood as relating to Article 7 of the Trade Mark
Directive, given that the Court has already held that that article is to be interpreted in the light of the
Treaty rules on the free movement of goods (Bristol-Myers Squibb, paragraph 27), and that when applying
national law, whether adopted before or after the directive, the national court which has to interpret that
law must do so, as far as possible, in the light of the wording and the purpose of the directive so as to
achieve the result which the directive has in view (see Joined Cases C-71/94, C-72/94 and C-73/94
Eurim-Pharm [1996] ECR I-3603, paragraph 26).

19 In those circumstances, the questions put by the national court, which should be answered together,
seek in substance to ascertain whether Article 7 of the Trade Mark Directive precludes application of a
national rule in Member State A under which the proprietor of a trade mark may prevent importation of a
product protected by the mark where

- the product has been manufactured in a non-member country,

- it has been imported into Member State B by the owner of the mark or by another company in the same
group as the owner of the mark,

- it has been lawfully acquired in Member State B by an independent trader, who has exported it to
Member State A,

- it has not been processed and the packaging has not been changed, apart from the addition to the label
of certain information to comply with the requirements of the legislation of the Member State of import,
and

- the trade mark rights are held in Member States A and B by the same group.

20 Firstly, Article 7(1) of the Trade Mark Directive is framed in terms corresponding to those used by the
Court in judgments which, in interpreting Articles 30 and 36 of the Treaty, have recognized in Community
law the principle of exhaustion of the rights conferred by a trade mark. It thus reiterates the case-law of
the Court to the effect that the owner of a trade mark protected by the legislation of a Member State
cannot rely on that legislation to prevent the importation or marketing of a product which has been put on
the market in another Member State by him or with his consent (see Bristol-Myers Squibb, paragraph 31).

21 As far as the case before the national court is concerned, the following two points must be
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made:

- the principle of exhaustion of rights laid down in Article 7 applies where the owner of the trade mark in
the State of import and the owner of the mark in the State of export are the same or where, even if they
are different persons, they are economically linked, for example as subsidiaries of the same group (see
Case C-9/93 IHT Internationale Heiztechnik v Ideal-Standard [1994] ECR I-2789, paragraphs 34 and 37),
and

- it is of no importance for the application of Article 7 of the Trade Mark Directive whether or not the
product protected by the mark has been manufactured in a non-member country if it has in any event been
lawfully put on the market, in the Member State from which it has been imported, by the owner of the
mark or with the owner's consent, including marketing by another company in the same group as the
owner.

22 Secondly, in accordance with the Court's case-law on Articles 30 and 36 of the Treaty (see
Bristol-Myers Squibb, paragraphs 40 and 41), Article 7(2) of the Trade Mark Directive provides that the
principle of exhaustion of rights does not apply where there are legitimate reasons for a trade mark owner
to oppose the further commercialization of the products, in particular where the condition of the products
has been changed or impaired since they were put on the market.

23 On this point, it suffices to note that, as the Court has held, the mere addition on the label of
information of the kind described in the national court's question cannot constitute a legitimate reason
within the meaning of Article 7(2) of the Trade Mark Directive, provided that the label so altered does not
omit important information or give inaccurate information and its presentation is not liable to damage the
reputation of the trade mark and that of its owner (see Bristol-Myers Squibb, paragraphs 65, 75 and 76).

24 The answer must consequently be that Article 7 of the Trade Mark Directive is to be interpreted as
precluding application of a national rule in Member State A under which the owner of a trade mark may
prevent importation of a product protected by the mark where

- the product has been manufactured in a non-member country,

- it has been imported into Member State B by the owner of the mark or by another company in the same
group as the owner of the mark,

- it has been lawfully acquired in Member State B by an independent trader, who has exported it to
Member State A,

- it has not been processed and the packaging has not been changed, apart from the addition to the label
of certain information to comply with the requirements of the legislation of the Member State of import,
and

- the trade mark rights are held in Member States A and B by the same group.

Costs

25 The costs incurred by the French Government and the Commission of the European Communities,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT

(Fifth Chamber),
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in answer to the questions referred to it by the Tribunal de Commerce, Pontoise, by judgment of 3
October 1995, hereby rules:

Article 7 of the First Council Directive (89/104/EEC) of 21 December 1988 to approximate the laws of
the Member States relating to trade marks is to be interpreted as precluding application of a national rule
in Member State A under which the owner of a trade mark may prevent importation of a product
protected by the mark where

- the product has been manufactured in a non-member country,

- it has been imported into Member State B by the owner of the mark or by another company in the same
group as the owner of the mark,

- it has been lawfully acquired in Member State B by an independent trader, who has exported it to
Member State A,

- it has not been processed and the packaging has not been changed, apart from the addition to the label
of certain information to comply with the requirements of the legislation of the Member State of import,
and

- the trade mark rights are held in Member States A and B by the same group.
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Judgment of the Court
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Parfums Christian Dior SA and Parfums Christian Dior BV v Evora BV.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Trade mark rights and copyright - Action brought by the owner of those rights to stop a reseller
advertising the further commercialization of goods - Perfume.

Case C-337/95.

1 Preliminary rulings - Reference to the Court - National court or tribunal for the purposes of Article 177
of the Treaty - Concept - Benelux Court of Justice - Included

(EC Treaty, Art. 177)

2 Preliminary rulings - Reference to the Court - Question of interpretation of Directive 89/104 raised in
proceedings concerning the interpretation of the Uniform Benelux Law on Trade Marks - Obligation, of
both the Benelux Court of Justice and national courts giving judgments against which no appeal lies, to
make a reference - Limits

(EC Treaty, Art. 177, third para.; Council Directive 89/104)

3 Approximation of laws - Trade marks - Directive 89/104 - Product put on the market in a Member State
by the proprietor of a trade mark or with his consent - Use of the trade mark by a reseller for advertising
purposes - Whether permissible

(EC Treaty, Art. 36; Council Directive 89/104, Arts 5 and 7)

4 Approximation of laws - Trade marks - Directive 89/104 - Product put on the market in a Member State
by the proprietor of a trade mark or with his consent - Opposition by the proprietor of the trade mark to
its use by a reseller for advertising purposes - Not permissible - Exception - Serious damage caused to the
reputation of the trade mark

(Council Directive 89/104, Art. 7(2))

5 Free movement of goods - Industrial and commercial property - Trade mark rights and copyright -
Product put on the market in a Member State by the proprietor of a trade mark or with his consent -
Opposition by the proprietor to the use of the product by a reseller for advertising purposes - Not
permissible - Exception - Serious damage caused to the reputation of the product

(EC Treaty, Arts 30 and 36)

6 As a court common to more than one Member State which has the task of ensuring that the legal rules
common to the three Benelux States are applied uniformly and reference to which is a step in the
proceedings before the national courts leading to definitive interpretations of the common Benelux rules,
the Benelux Court of Justice must be regarded as entitled to refer questions to the Court of Justice for a
preliminary ruling. To allow such a court, faced with the task of interpreting Community rules in the
performance of its function, to follow the procedure provided for by Article 177 of the Treaty serves the
purpose of that provision, which is to ensure the uniform interpretation of Community law.

7 Where a question relating to the interpretation of Directive 89/104, approximating the laws of the
Member States relating to trade marks, is raised in proceedings in one of the Benelux Member States
concerning the interpretation of the Uniform Benelux Law on Trade Marks, a court against whose
decisions there is no remedy under national law, as is the case with both the Benelux Court of Justice and
the Hoge Raad der Nederlanden, must make a reference to the Court of Justice under the third paragraph
of Article 177 of the Treaty. However, that obligation loses its purpose and is thus emptied of its
substance when the question raised is substantially the same as a question which has already been the
subject of a preliminary ruling in the same national proceedings.
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8 On a proper interpretation of Articles 5 and 7 of Directive 89/104, when trade-marked goods have been
put on the Community market by the proprietor of the trade mark or with his consent, a reseller, besides
being free to resell those goods, is also free to make use of the trade mark in order to bring to the
public's attention the further commercialization of those goods. If the right to make use of a trade mark
in order to attract attention to further commercialization were not exhausted in the same way as the right
of resale, the latter would be made considerably more difficult and the purpose of the `exhaustion of
rights' rule laid down in Article 7 would thus be undermined.

9 The proprietor of a trade mark may not rely on Article 7(2) of Directive 89/104 to oppose the use of
the trade mark by a reseller who habitually markets articles of the same kind, but not necessarily of the
same quality, as the trade-marked goods, in ways customary in the reseller's sector of trade, for the
purpose of bringing to the public's attention the further commercialization of those goods, unless it is
established that, having regard to the specific circumstances of the case, the use of the trade mark for this
purpose seriously damages the reputation of the trade mark.

A balance must be struck between the legitimate interest of the proprietor of the trade mark in being
protected against resellers using his trade mark for advertising in a manner which could damage the
reputation of the trade mark and the reseller's legitimate interest in being able to resell the goods in
question by using advertising methods which are customary in his sector of trade. In the case of
prestigious, luxury goods, the reseller must not act unfairly in relation to the legitimate interests of the
proprietor of the trade mark.

10 On a proper interpretation of Articles 30 and 36 of the Treaty, the proprietor of a trade mark or holder
of copyright may not oppose their use by a reseller who habitually markets articles of the same kind, but
not necessarily of the same quality, as the protected goods, in ways customary in the reseller's sector of
trade, for the purpose of bringing to the public's attention the further commercialization of those goods,
unless it is established that, having regard to the specific circumstances of the case, the use of those goods
for that purpose seriously damages their reputation.

In Case C-337/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the Hoge Raad der Nederlanden for a
preliminary ruling in the proceedings pending before that court between

Parfums Christian Dior SA and Parfums Christian Dior BV

and

Evora BV

on the interpretation of Articles 30, 36 and the third paragraph of Article 177 of the EC Treaty and of
Articles 5 and 7 of the First Council Directive (89/104/EEC) of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1)

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann (Rapporteur), H. Ragnemalm, R. Schintgen
(Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn, J.L. Murray, D.A.O.
Edward, J.-P. Puissochet, G. Hirsch, P. Jann and L. Sevon, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Parfums Christian Dior SA and Parfums Christian Dior BV, by C. Gielen, Advocate, Amsterdam, and H.
van der Woude, of the Brussels Bar,
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- Evora BV, by D.W.F. Verkade and O.W. Brouwer, Advocates, Amsterdam, and P. Wytinck, of the
Brussels Bar,

- the French Government, by C. de Salins, Deputy Director at the Legal Affairs Directorate of the
Ministry of Foreign Affairs, and P. Martinet, Foreign Affairs Secretary in the same directorate, acting as
Agents,

- the Italian Government, by U. Leanza, Head of the Contentious Diplomatic Affairs Department of the
Ministry of Foreign Affairs, acting as Agent, assisted by O. Fiumara, Avvocato dello Stato,

- the Government of the United Kingdom, by L. Nicoll, of the Treasury Solicitor's Department, acting as
Agent, and by M. Silverleaf, Barrister,

- the Commission of the European Communities, by B.J. Drijber, of its Legal Service, acting as Agent,

having regard to the Report for the Hearing,

after hearing the oral observations of Parfums Christian Dior SA and Parfums Christian Dior BV,
represented by C. Gielen and H. van der Woude; of Evora BV, represented by O.W. Brouwer, L. de
Gryse, of the Brussels Bar, and P. Wytinck; of the French Government, represented by P. Martinet; and
of the Commission, represented by B.J. Drijber, at the hearing on 5 February 1997,

after hearing the Opinion of the Advocate General at the sitting on 29 April 1997,

gives the following

Judgment

Costs

60 The costs incurred by the French, Italian and United Kingdom Governments and by the Commission of
the European Communities, which have submitted observations to the Court, are not recoverable. Since
these proceedings are, for the parties to the main proceedings, a step in the proceedings pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Hoge Raad der Nederlanden by judgment of 20 October
1995, hereby rules:

1. Where a question relating to the interpretation of the First Council Directive (89/104/EEC) of 21
December 1988 to approximate the laws of the Member States relating to trade marks is raised in
proceedings in one of the Benelux Member States concerning the interpretation of the Uniform Benelux
Law on Trade Marks, a court against whose decisions there is no remedy under national law, as is the
case with both the Benelux Court and the Hoge Raad der Nederlanden, must make a reference to the
Court of Justice under the third paragraph of Article 177 of the EC Treaty. However, that obligation loses
its purpose and is thus emptied of its substance when the question raised is substantially the same as a
question which has already been the subject of a preliminary ruling in the same national proceedings.

2. On a proper interpretation of Articles 5 and 7 of Directive 89/104, when trade-marked goods have been
put on the Community market by the proprietor of the trade mark or with his consent, a reseller, besides
being free to resell those goods, is also free to make use of the trade mark
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in order to bring to the public's attention the further commercialization of those goods.

3. The proprietor of a trade mark may not rely on Article 7(2) of Directive 89/104 to oppose the use of
the trade mark, by a reseller who habitually markets articles of the same kind, but not necessarily of the
same quality, as the trade-marked goods, in ways customary in the reseller's sector of trade, for the
purpose of bringing to the public's attention the further commercialization of those goods, unless it is
established that, given the specific circumstances of the case, the use of the trade mark for this purpose
seriously damages the reputation of the trade mark.

4. On a proper interpretation of Articles 30 and 36 of the EC Treaty, the proprietor of a trade mark or
holder of copyright may not oppose their use by a reseller who habitually markets articles of the same
kind, but not necessarily of the same quality, as the protected goods, in ways customary in the reseller's
sector of trade, for the purpose of bringing to the public's attention the further commercialization of those
goods, unless it is established that, having regard to the specific circumstances of the case, the use of
those goods for that purpose seriously damages their reputation.

1 By judgment of 20 October 1995, received at the Court on 26 October 1995, the Hoge Raad der
Nederlanden (Supreme Court of the Netherlands) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty six questions on the interpretation of Articles 30, 36 and the third paragraph
of Article 177 of that Treaty and of Articles 5 and 7 of the First Council Directive (89/104/EEC) of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1, hereinafter `the Directive').

2 The questions have been raised in proceedings between (i) Parfums Christian Dior SA, a company
incorporated under French law established in Paris (hereinafter `Dior France') and Parfums Christian Dior
BV, a company incorporated under Netherlands law established in Rotterdam (hereinafter `Dior
Netherlands') and (ii) Evora BV, a company incorporated under Netherlands law established at Renswoude
(hereinafter `Evora'), concerning advertising carried out by Evora for Dior products which it has put on
sale.

3 Dior France develops and produces perfumes and other cosmetic products which are sold at premium
prices and which are considered to belong to the market for luxury cosmetic products. For the sale of its
products outside France it has appointed exclusive representatives, including Dior Netherlands in the
Netherlands. Like other exclusive representatives of Dior France in Europe, Dior Netherlands uses a
selective distribution system to distribute Dior products in the Netherlands, which means that Dior products
are sold only to selected retailers who are under an obligation to sell Dior products only to ultimate
consumers and never to resell to other retailers unless they are also selected to sell Dior products.

4 In the Benelux, Dior France has exclusive rights to the Eau Sauvage, Poison, Fahrenheit and Dune
picture trade marks, for inter alia perfumes. Those marks consist of illustrations of the packaging in
which the bottles containing the perfumes bearing those names are sold. In addition, Dior France has
copyright in both that packaging and those bottles and in the packaging and bottles of products marketed
under the name of Svelte.

5 Evora operates a chain of chemists' shops under the name of its subsidiary Kruidvat. Although they
have not been appointed as distributors by Dior Netherlands, the Kruidvat shops sell Dior products which
Evora has obtained by means of parallel imports. The legality of retailing those products has not been
challenged in the main proceedings.

6 In a Christmas promotion in 1993, Kruidvat advertised for sale the Dior products Eau Sauvage, Poison,
Fahrenheit, Dune and Svelte and during the promotion it depicted in advertising leaflets the packaging and
bottles of some of those products. According to the judgment making the reference, each depiction of the
packaging and bottles related clearly and directly to the goods offered for
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sale and the advertising was carried out in a manner customary to retailers in this market sector.

7 Taking the view that this advertising did not correspond to the luxurious and prestigious image of the
Dior marks, Dior France and Dior Netherlands (hereinafter `Dior') brought proceedings before the
Rechtbank te Haarlem (District Court, Haarlem) for infringement of those marks and for an order requiring
Evora to desist and to continue to desist from making use of Dior picture trade marks and from any
publication or reproduction of its products in catalogues, brochures, advertisements or otherwise. Dior
claimed in particular that the use made by Evora of its trade marks was contrary to the provisions of the
Uniform Benelux Law on Trade Marks in force at that time and was liable to damage their luxurious and
prestigious image. Dior also claimed that the advertising carried out by Evora infringed its copyright.

8 The President of the Rechtbank granted Dior's application and Evora was ordered with immediate effect
to desist from making use of Dior's picture trade marks and from any publication or reproduction of the
Dior products at issue in catalogues, brochures, advertisements or otherwise, in a manner not conforming
to Dior's customary manner of advertising. Evora appealed against that order to the Gerechtshof (Regional
Court of Appeal), Amsterdam.

9 That court set aside the lower court's order and refused the measures applied for. In particular, it
rejected Dior's argument that Dior could oppose the further commercialization of the goods under Article
7(2) of the Directive, which provides that the proprietor of a trade mark may oppose its use in relation to
goods which have been put on the market in the Community under that trade mark by the proprietor
where there are legitimate reasons, especially where the condition of the goods is changed or impaired
after they have been put on the market. The Gerechtshof considered that this provision envisaged only
harm caused to the reputation of a trade mark by some alteration of the physical condition of the goods to
which the mark applies.

10 Dior appealed in cassation against that judgment to the Hoge Raad. It argued in particular that the
expression `condition of the goods' used in Article 7(2) of the Directive also covers the `mental' condition
of the goods, by which it means the allure, prestigious image and aura of luxury surrounding the goods,
resulting from the manner in which the trade mark owner has chosen to present and advertise the goods
using his trade mark rights.

11 Evora argued that its advertising - carried out in the manner customary to retailers in this market sector
- did not infringe Dior's exclusive rights and that the provisions of the Directive and Articles 30 and 36 of
the Treaty precluded Dior from relying on its trade mark rights and copyright to prohibit it from
advertising the Dior products which it markets.

12 In those circumstances, the Hoge Raad decided that questions on the interpretation of the Uniform
Benelux Law on Trade Marks should be referred to the Benelux Court of Justice (`the Benelux Court') and
questions on Community law should be referred to the Court of Justice of the European Communities. In
this context, the Hoge Raad has also raised the question whether in this instance it or the Benelux Court
is to be regarded as the court or tribunal against whose decisions there is no judicial remedy under
national law and which court is therefore obliged under the third paragraph of Article 177 of the Treaty to
make a reference to the Court of Justice.

13 The Hoge Raad also points out that, although at the time when it submitted its reference, the Benelux
States had still not adapted their legislation to the Directive, despite the expiry of the period laid down for
that purpose, the interpretation of the Directive is not without relevance, given the case-law of the Court
to the effect that, where an individual relies on a directive which has not been transposed in the national
legal system within the period laid down, the national rules are to be interpreted, as far as possible, in the
light of the wording and purpose of the directive (see, in particular, Case C-91/92 Faccini Dori v Recreb
[1994] ECR I-3325). In the event that
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it is not possible to interpret the relevant national rules in accordance with the Directive, a question as to
the interpretation of Articles 30 and 36 of the Treaty also arises.

14 The Hoge Raad has therefore decided to stay proceedings and to refer the following questions to the
Court for a preliminary ruling:

`1. Where, in proceedings relating to trade marks in one of the Benelux countries in connection with the
interpretation of the Uniform Benelux Law on Trade Marks, a question relating to the interpretation of the
First Council Directive (89/104/EEC) of 21 December 1988 to approximate the laws of the Member States
relating to trade marks arises, is the highest national court or the Benelux Court to be regarded as the
court or tribunal of the Member State against whose decisions there is no remedy under national law and
which is therefore obliged under the third paragraph of Article 177 of the EC Treaty to make a reference
to the Court of Justice?

2. Is it in keeping with the system of the aforementioned Directive, in particular Articles 5, 6 and 7
thereof, to assume that, where it is a question of the resale of goods which have been put on the market
in the Community under a trade mark by the trade mark proprietor or with his consent, the reseller is also
free to use that trade mark for the purposes of bringing such further commercialization to the attention of
the public?

3. In the event that the second question is answered in the affirmative, do exceptions exist to that rule?

4. In the event that the third question is answered in the affirmative, is there room for an exception
where the advertising function of the trade mark is endangered by the fact that, as a result of the manner
in which the reseller uses the trade mark in order to attract public attention in that way, he damages the
luxurious and prestigious image of the trade mark?

5. Can there be said to be "legitimate reasons" within the meaning of Article 7(2) of the Directive where,
as a result of the way in which the reseller advertises the goods, the "mental condition" of the goods -
that is to say, their allure, prestigious image and aura of luxury resulting from the manner in which the
trade mark proprietor has chosen to present and advertise the goods using his trade mark rights - is altered
or impaired?

6. Do the provisions of Article 30 and 36 of the EC Treaty preclude the proprietor of a (picture) trade
mark or a holder of copyright relating to the bottles and packaging used for his goods from making it
impossible, by invoking the trade mark right or copyright, for a reseller who is free further to
commercialize those goods to advertise the goods in a manner customary to retail traders in the relevant
sector? Is this the case also where the reseller, as a result of the manner in which he uses the trade mark
in his advertising material, damages the luxurious and prestigious image of the trade mark or the
publication or reproduction take place in circumstances such that damage may be done to the person
entitled to the copyright?'

The first question

15 According to the judgment referring the question,

- the Benelux Court was established by a treaty signed in Brussels on 31 March 1965 between the
Kingdom of Belgium, the Grand Duchy of Luxembourg and the Kingdom of the Netherlands and is
composed of judges of the supreme courts of each of those three States, and,

- under Article 6(3) of that treaty and Article 10 of the Benelux Convention on Trade Marks, concluded
on 19 March 1962 between the three Benelux Member States, the Hoge Raad is in principle bound to
submit to the Benelux Court for a preliminary ruling questions on the interpretation of the Uniform
Benelux Law on Trade Marks annexed to that convention.
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16 Article 6 of the Treaty establishing the Benelux Court is worded as follows:

`1. In the cases specified below, the Benelux Court shall rule on questions of the interpretation of the
legal rules designated under Article 1 which arise in proceedings before courts of one of the three
countries, sitting in their territory in Europe...

2. Where it appears that judgment in a case before a national court requires resolution of a point of
interpretation of a legal rule designated under Article 1, that court may, if it considers that a ruling on the
point is necessary in order for it to give judgment, stay any final judgment, even of its own motion, in
order for the Benelux Court to rule on the question of interpretation.

3. In the circumstances set forth in the previous subparagraph, a national court against whose decisions no
appeal lies under domestic law shall be bound to refer the question to the Benelux Court. ...'

17 Article 7(2) of the same Treaty provides:

`National courts which then give judgment in the case shall be bound by the interpretation given in the
judgment delivered by the Benelux Court.'

18 It is with reference to that legal system that, by its first question, the Hoge Raad asks whether, in a
case where a question relating to the interpretation of the Directive is raised in proceedings in one of the
Benelux Member States concerning the interpretation of the Uniform Benelux Law on Trade Marks, it is
the highest national court or the Benelux Court which is the national court against whose decisions there
is no judicial remedy under national law and which is therefore obliged under the third paragraph of
Article 177 of the Treaty to make a reference to the Court of Justice.

19 In order to reply to that question, it is necessary to examine first whether a court like the Benelux
Court may refer questions to the Court of Justice for a preliminary ruling and, if so, whether it may be
obliged to do so.

20 First of all, it appears that the question submitted by the Hoge Raad is based, quite rightly, on the
premiss that a court such as the Benelux Court is a court which may submit questions to this Court for a
preliminary ruling.

21 There is no good reason why such a court, common to a number of Member States, should not be able
to submit questions to this Court, in the same way as courts or tribunals of any of those Member States.

22 In this regard, particular account must be taken of the fact that the Benelux Court has the task of
ensuring that the legal rules common to the three Benelux States are applied uniformly and of the fact that
the procedure before it is a step in the proceedings before the national courts leading to definitive
interpretations of common Benelux legal rules.

23 To allow a court, like the Benelux Court, faced with the task of interpreting Community rules in the
performance of its function, to follow the procedure provided for by Article 177 of the Treaty would
therefore serve the purpose of that provision, which is to ensure the uniform interpretation of Community
law.

24 Next, as regards the question whether a court like the Benelux Court may be under an obligation to
refer a question to the Court of Justice, it is to be remembered that, according to the third paragraph of
Article 177 of the Treaty, where a question of Community law is raised in a case pending before a court
or tribunal of a Member State against whose decisions there is no judicial remedy under national law, that
court or tribunal must bring the matter before the Court of Justice.

25 According to the case-law of the Court of Justice, that obligation to refer is based on cooperation, with
a view to ensuring the proper application and uniform interpretation of Community law in all
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the Member States, between national courts, in their capacity as courts responsible for the application of
Community law, and the Court of Justice (see, in particular, Case 283/81 CILFIT and Lanificio di
Gavardo v Italian Ministry of Health [1982] ECR 3415, paragraph 7). It is also clear from the case-law
that the particular purpose of the third paragraph of Article 177 is to prevent a body of national case-law
that is not in accord with the rules of Community law from coming into existence in any Member State
(see, in particular, Case 107/76 Hoffman-La Roche v Centrafarm [1977] ECR 957, paragraph 5, and Joined
Cases 35/82 and 36/82 Morson and Jhanjan v State of the Netherlands [1982] ECR 3723, paragraph 8).

26 In these circumstances, in so far as no appeal lies against decisions of a court like the Benelux Court,
which gives definitive rulings on questions of interpretation of uniform Benelux law, such a court may be
obliged to make a reference to this Court under the third paragraph of Article 177 where a question
relating to the interpretation of the Directive is raised before it.

27 As regards, further, the question whether the Hoge Raad may be obliged to refer questions to this
Court, there is no question that such a national supreme court, against whose decisions likewise no appeal
lies under national law, may not give judgment without first making a reference to this Court under the
third paragraph of Article 177 of the Treaty when a question relating to the interpretation of Community
law is raised before it.

28 However, it does not necessarily follow that, in a situation such as that described by the Hoge Raad,
both courts are actually obliged to make a reference to this Court.

29 According to the established case-law of the Court, although the last paragraph of Article 177
unreservedly requires national courts or tribunals against whose decisions there is no judicial remedy under
national law to refer to the Court any question of interpretation raised before them, the authority of an
interpretation provided by the Court under Article 177 may deprive that obligation of its purpose and thus
empty it of its substance. This is especially so when the question raised is substantially the same as a
question which has already been the subject of a preliminary ruling in a similar case (see, in particular,
CILFIT and Lanificio di Gavardo, cited above, paragraph 13, and Joined Cases 28/62, 29/62 and 30/62 Da
Costa en Schaake and Others v Nederlandse Belastingadministratie [1963] ECR 31). Such is also the case,
a fortiori, when the question raised is substantially the same as a question which has already been the
subject of a preliminary ruling in the same national proceedings.

30 It follows that, if, prior to making a reference to the Benelux Court, a court like the Hoge Raad has
made use of its power to submit the question raised to the Court of Justice, the authority of the
interpretation given by the latter may remove from a court like the Benelux Court its obligation to submit
a question in substantially the same terms before giving its judgment. Conversely, if no reference has
been made to the Court of Justice by a court like the Hoge Raad, a court like the Benelux Court must
submit the question to the Court of Justice, whose ruling may then remove from the Hoge Raad the
obligation to submit a question in substantially the same terms before giving its judgment.

31 The answer to be given to the first question must therefore be that, where a question relating to the
interpretation of the Directive is raised in proceedings in one of the Benelux Member States concerning
the interpretation of the Uniform Benelux Law on Trade Marks, a court against whose decisions there is
no remedy under national law, as is the case with both the Benelux Court and the Hoge Raad, must make
a reference to the Court of Justice under the third paragraph of Article 177 of the Treaty. However, that
obligation loses its purpose and is thus emptied of its substance when the question raised is substantially
the same as a question which has already been the subject of a preliminary ruling in the same national
proceedings.
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The second question

32 By its second question, the Hoge Raad asks in substance whether, on a proper interpretation of Articles
5 to 7 of the Directive, when trade-marked goods have been put on the Community market by or with the
consent of the proprietor of the trade mark, a reseller, besides being free to resell those goods, is also free
to make use of the trade mark to bring to the public's attention the further commercialization of those
goods.

33 In order to answer that question, it is necessary first of all to consider the relevant provisions of the
Directive to which the Hoge Raad refers.

34 On the one hand, Article 5 of the Directive, which determines the rights conferred by a trade mark,
provides, in paragraph (1), that the proprietor is to be entitled to prevent all third parties from using his
trade mark in the course of trade and, in paragraph (3)(d), that he may prohibit all third parties from using
the trade mark in advertising.

35 On the other hand, Article 7(1) of the Directive, which concerns the exhaustion of the rights conferred
by a trade mark, provides that a trade mark is not to entitle its proprietor to prohibit its use in relation to
goods which have been put on the market in the Community under that trade mark by its proprietor or
with his consent.

36 If the right to prohibit the use of his trade mark in relation to goods, conferred on the proprietor of a
trade mark under Article 5 of the Directive, is exhausted once the goods have been put on the market by
himself or with his consent, the same applies as regards the right to use the trade mark for the purpose of
bringing to the public's attention the further commercialization of those goods.

37 It follows from the case-law of the Court that Article 7 of the Directive is to be interpreted in the light
of the rules of the Treaty relating to the free movement of goods, in particular Article 36 (Joined Cases
C-427/93, C-429/93 and C-436/93 Bristol-Myers Squibb and Others v Paranova [1996] ECR I-3457,
paragraph 27) and that the purpose of the `exhaustion of rights' rule is to prevent owners of trade marks
from being allowed to partition national markets and thus facilitate the maintenance of price differences
which may exist between Member States (see Bristol-Myers Squibb, cited above, paragraph 46). If the
right to make use of a trade mark in order to attract attention to further commercialization were not
exhausted in the same way as the right of resale, the latter would be made considerably more difficult and
the purpose of the `exhaustion of rights' rule laid down in Article 7 would thus be undermined.

38 It follows that the answer to be given to the second question must be that, on a proper interpretation
of Articles 5 and 7 of the Directive, when trade-marked goods have been put on the Community market
by the proprietor of the trade mark or with his consent, a reseller, besides being free to resell those goods,
is also free to make use of the trade mark in order to bring to the public's attention the further
commercialization of those goods.

The third, fourth and fifth questions

39 By its third, fourth and fifth questions, which must be examined together, the Hoge Raad asks in
substance whether the rule ensuing from the answer to the second question allows exceptions, in particular

- where the advertising function of the trade mark is endangered by the fact that, as a result of the manner
in which the reseller uses the trade mark in order to attract public attention, he damages the luxurious and
prestigious image of the trade mark, and

- where, as a result of the way in which the reseller advertises the goods, their `mental' condition, that is
to say the allure, prestigious image and aura of luxury which they have as a result of the
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manner in which the trade mark owner has chosen to present and advertise the goods using his trade mark
rights, is changed or impaired.

40 According to Article 7(2) of the Directive, the `exhaustion of rights' rule laid down in paragraph (1) is
not applicable where there are legitimate reasons for the proprietor to oppose further commercialization of
trade-marked goods, especially where the condition of the goods is changed or impaired after they have
been put on the market.

41 The question therefore is whether the situations envisaged by the Hoge Raad constitute legitimate
reasons, within the meaning of Article 7(2) of the Directive, allowing the proprietor of a trade mark to
oppose use of his trade mark by a reseller to bring to the public's attention the further commercialization
of goods bearing that trade mark.

42 According to the case-law of the Court, Article 7 of the Directive comprehensively regulates the
question of the exhaustion of trade mark rights in relation to goods put on the market in the Community
and the use of the word `especially' in paragraph (2) indicates that alteration or impairment of the
condition of trade-marked goods is given only as an example of what may constitute legitimate reasons
(see Bristol-Myers Squibb, cited above, paragraphs 26 and 39). Moreover, that provision is intended to
reconcile the fundamental interest in the protection of trade mark rights with the fundamental interest in
the free movement of goods within the common market (Bristol-Myers Squibb, cited above, paragraph 40).

43 The damage done to the reputation of a trade mark may, in principle, be a legitimate reason, within the
meaning of Article 7(2) of the Directive, allowing the proprietor to oppose further commercialization of
goods which have been put on the market in the Community by him or with his consent. According to
the case-law of the Court concerning the repackaging of trade-marked goods, the owner of a trade mark
has a legitimate interest, related to the specific subject-matter of the trade mark right, in being able to
oppose the commercialization of those goods if the presentation of the repackaged goods is liable to
damage the reputation of the trade mark (Bristol-Myers Squibb, cited above, paragraph 75).

44 It follows that, where a reseller makes use of a trade mark in order to bring the public's attention to
further commercialization of trade-marked goods, a balance must be struck between the legitimate interest
of the trade mark owner in being protected against resellers using his trade mark for advertising in a
manner which could damage the reputation of the trade mark and the reseller's legitimate interest in being
able to resell the goods in question by using advertising methods which are customary in his sector of
trade.

45 As regards the instant case, which concerns prestigious, luxury goods, the reseller must not act unfairly
in relation to the legitimate interests of the trade mark owner. He must therefore endeavour to prevent his
advertising from affecting the value of the trade mark by detracting from the allure and prestigious image
of the goods in question and from their aura of luxury.

46 However, the fact that a reseller, who habitually markets articles of the same kind but not necessarily
of the same quality, uses for trade-marked goods the modes of advertising which are customary in his
trade sector, even if they are not the same as those used by the trade mark owner himself or by his
approved retailers, does not constitute a legitimate reason, within the meaning of Article 7(2) of the
Directive, allowing the owner to oppose that advertising, unless it is established that, given the specific
circumstances of the case, the use of the trade mark in the reseller's advertising seriously damages the
reputation of the trade mark.

47 For example, such damage could occur if, in an advertising leaflet distributed by him, the reseller did
not take care to avoid putting the trade mark in a context which might seriously detract from the image
which the trade mark owner has succeeded in creating around his trade mark.
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48 In view of the foregoing, the answer to be given to the third, fourth and fifth questions must be that
the proprietor of a trade mark may not rely on Article 7(2) of the Directive to oppose the use of the trade
mark, by a reseller who habitually markets articles of the same kind, but not necessarily of the same
quality, as the trade-marked goods, in ways customary in the reseller's sector of trade, for the purpose of
bringing to the public's attention the further commercialization of those goods, unless it is established that,
given the specific circumstances of the case, the use of the trade mark for this purpose seriously damages
the reputation of the trade mark.

The sixth question

49 By its sixth question the Hoge Raad asks in substance whether Articles 30 and 36 of the Treaty
preclude the owner of a trade mark or holder of copyright relating to the bottles and packaging which he
uses for his goods from preventing a reseller, by invoking the trade mark right or copyright, from
advertising the further commercialization of those goods in a manner customary to retail traders in the
relevant sector. It asks, further, whether this is also the case where the reseller, as a result of the manner
in which he uses the trade mark in his advertising material, damages the luxurious and prestigious image
of the trade mark, or where the publication or reproduction of the trade mark takes place in circumstances
liable to cause damage to the person entitled to the copyright.

50 Those questions are based on the following premisses:

- that, under the relevant domestic law, in the situations envisaged, the trade mark owner or holder of
copyright may legitimately prohibit a reseller from advertising the further commercialization of the goods,
and

- that such a prohibition would constitute an obstacle to the free movement of goods prohibited by Article
30 of the Treaty, unless it could be justified on one of the grounds set forth in Article 36 of that Treaty.

51 Contrary to Dior's contention, the national court is quite right in considering that a prohibition such as
that envisaged in the main proceedings may constitute a measure having an effect equivalent to a
quantitative restriction, in principle prohibited by Article 30. In this regard, it is enough that, according to
the judgment referring the questions for a preliminary ruling, the main proceedings concern goods which
the reseller has procured through parallel imports and that a prohibition of advertising such as that sought
in the main proceedings would render commercialization, and consequently access to the market for those
goods, appreciably more difficult.

52 The question therefore is whether a prohibition such as that sought in the main proceedings may be
allowed under Article 36 of the Treaty, according to which the provisions of Articles 30 to 34 are not to
preclude prohibitions or restrictions on imports justified on grounds of the protection of industrial and
commercial property, provided that they do not constitute a means of arbitrary discrimination or a
disguised restriction on trade between Member States.

53 As regards the question relating to trade mark rights, it is to be remembered that, according to the
case-law of the Court, Article 36 of the Treaty and Article 7 of the Directive are to be interpreted in the
same way (Bristol-Myers Squibb, cited above, paragraph 40).

54 Consequently, having regard to the answers given to the second, third, fourth and fifth questions, the
answer to be given to this part of the sixth question must be that, on a proper interpretation of Articles 30
and 36 of the Treaty, the proprietor of a trade mark may not oppose the use of the trade mark, by a
reseller who habitually markets articles of the same kind, but not necessarily of the same quality, as the
trade-marked goods, in ways customary in the reseller's sector of trade, for the purpose of bringing the
further commercialization of those goods to the public's attention, unless it is established that, given the
specific circumstances of the case, the use of the trade
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mark for this purpose seriously damages the reputation of the trade mark.

55 As regards the part of the sixth question relating to copyright, it is to be remembered that, according to
the case-law of the Court, the grounds of protection of industrial and commercial property referred to in
Article 36 include the protection conferred by copyright (Joined Cases 55/80 and 57/80 Musik-Vertrieb
Membran and K-tel International v GEMA [1981] ECR 147, paragraph 9).

56 Literary and artistic works may be the subject of commercial exploitation, whether by way of public
performance or by way of the reproduction and marketing of the recordings made of them, and the two
essential rights of the author, namely the exclusive right of performance and the exclusive right of
reproduction, are not called in question by the rules of the Treaty (Case 158/86 Warner Brothers and
Metronome Video v Christiansen [1988] ECR 2605, paragraph 13).

57 It is also clear from the case-law that, while the commercial exploitation of copyright is a source of
remuneration for the copyright owner, it also constitutes a form of control on marketing exercisable by the
owner and that, from this point of view, commercial exploitation of copyright raises the same issues as
that of any other industrial or commercial property (Musik-Vertrieb Membran and K-tel International, cited
above, paragraph 13). The Court has thus held that the exclusive right of exploitation conferred by
copyright cannot be relied on by its owner to prevent or restrict the importation of sound recordings of
protected works which have been lawfully marketed in another Member State by the owner himself or
with his consent (Musik-Vertrieb Membran and K-tel International, cited above, paragraph 15).

58 Having regard to that case-law - there being no need to consider the question whether copyright and
trade mark rights may be relied on simultaneously in respect of the same product -, it is sufficient to hold
that, in circumstances such as those in point in the main proceedings, the protection conferred by
copyright as regards the reproduction of protected works in a reseller's advertising may not, in any event,
be broader than that which is conferred on a trade mark owner in the same circumstances.

59 The answer to be given to the sixth question must therefore be that, on a proper interpretation of
Articles 30 and 36 of the Treaty, the proprietor of a trade mark or holder of copyright may not oppose
their use by a reseller who habitually markets articles of the same kind, but not necessarily of the same
quality, as the protected goods, in ways customary in the reseller's sector of trade, for the purpose of
bringing to the public's attention the further commercialization of those goods, unless it is established that,
having regard to the specific circumstances of the case, the use of those goods for that purpose seriously
damages their reputation.
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Judgment of the Court
of 11 November 1997

SABEL BV v Puma AG, Rudolf Dassler Sport.
Reference for a preliminary ruling: Bundesgerichtshof - Germany.

Directive 89/104/EEC - Approximation of laws relating to trade marks - 'Likelihood of confusion
which includes the likelihood of association'.

Case C-251/95.

Approximation of laws - Trade marks - Directive 89/104 - Registration of a new trade mark - Existence of
identical or similar goods bearing a similar trade mark - Likelihood of confusion with the earlier trade
mark - Definition

(Council Directive 89/104, Art. 4(1)(b))

The criterion of 'likelihood of confusion which includes the likelihood of association with the earlier mark'
contained in Article 4(1)(b) of First Directive 89/104 to approximate the laws of the Member States
relating to trade marks is to be interpreted as meaning that the mere association which the public might
make between two trade marks as a result of their analogous semantic content is not in itself a sufficient
ground for concluding that there is a likelihood of confusion within the meaning of that provision. The
concept of likelihood of association is not an alternative to that of likelihood of confusion, but serves to
define its scope.

The likelihood of confusion must be appreciated globally, taking into account all factors relevant to the
circumstances of the case. That global appreciation of the visual, aural or conceptual similarity of the
marks in question, must be based on the overall impression given by the marks, bearing in mind, in
particular, their distinctive and dominant components. The wording of Article 4(1)(b) of the Directive - '...
there exists a likelihood of confusion on the part of the public ...' - shows that the perception of marks in
the mind of the average consumer of the type of goods or services in question plays a decisive role in the
global appreciation of the likelihood of confusion. The average consumer normally perceives a mark as a
whole and does not proceed to analyse its various details.

The more distinctive the earlier mark, the greater will be the likelihood of confusion. It is therefore not
impossible that the conceptual similarity resulting from the fact that two marks use images with analogous
semantic content may give rise to a likelihood of confusion where the earlier mark has a particularly
distinctive character, either per se or because of the reputation it enjoys with the public. That is not the
case where the earlier mark is not especially well known to the public and consists of an image with little
imaginative content.

In Case C-251/95,

REFERENCE to the Court under Article 177 of the EC Treaty by the Bundesgerichtshof for a preliminary
ruling in the proceedings pending before that court between

SABEL BV

and

Puma AG, Rudolf Dassler Sport

on the interpretation of Article 4(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann (Rapporteur), H. Ragnemalm and M.
Wathelet, (Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn, J.L. Murray,
D.A.O. Edward, J.-P. Puissochet, G. Hirsch, P. Jann and L. Sevon, Judges,

© An extract from a JUSTIS database



61995J0251 European Court reports 1997 Page I-06191 2

Advocate General: F.G. Jacobs,

Registrar: H.A. Rühl, Principal Administrator,

after considering the written observations submitted on behalf of:

- Puma AG, Rudolf Dassler Sport, by W. Hufnagel, Patentanwalt,

- the French Government, by C. de Salins, Deputy Director in the Legal Affairs Department of the
Ministry of Foreign Affairs, and P. Martinet, Secretary for Foreign Affairs in that Ministry, acting as
Agents,

- the Netherlands Government, by A. Bos, Legal Adviser in the Ministry of Foreign Affairs, acting as
Agent,

- the United Kingdom Government, by L. Nicoll, of the Treasury Solicitor's Department, acting as Agent,
assisted by M. Silverleaf, Barrister,

- the Commission of the European Communities, by J. Grunwald, Legal Adviser, and B.J. Drijber, of its
Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after considering the written observations submitted on behalf of:

- Puma AG, Rudolf Dassler Sport, by W. Hufnagel, Patentanwalt,

- the French Government, by C. de Salins, Deputy Director in the Legal Affairs Department of the
Ministry of Foreign Affairs, and P. Martinet, Secretary for Foreign Affairs in that Ministry, acting as
Agents,

- the Netherlands Government, by A. Bos, Legal Adviser in the Ministry of Foreign Affairs, acting as
Agent,

- the United Kingdom Government, by L. Nicoll, of the Treasury Solicitor's Department, acting as Agent,
assisted by M. Silverleaf, Barrister,

- the Commission of the European Communities, by J. Grunwald, Legal Adviser, and B.J. Drijber, of its
Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of SABEL BV, represented by R.E.P. de Ranitz, of The Hague Bar; of
the Belgian Government, represented by A. Braun, of the Brussels Bar; of the French Government,
represented by P. Martinet; of the Luxembourg Government, represented by N. Decker, of the Luxembourg
Bar; of the United Kingdom Government, represented by L. Nicoll, assisted by M. Silverleaf; and of the
Commission, represented by J. Grunwald, at the hearing on 28 January 1997,

after hearing the Opinion of the Advocate General at the sitting on 29 April 1997,

gives the following

Judgment

27 The costs incurred by the Belgian, French, Luxembourg, Netherlands and United Kingdom
Governments and by the Commission of the European Communities, which have submitted observations to
the Court, are not recoverable. Since these proceedings are, for the parties to the main proceedings, a step
in the proceedings pending before the national court, the decision on costs is a matter for that court.
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On those grounds,

THE COURT,

in answer to the question referred to it by the Bundesgerichtshof by order of 29 June 1995, hereby rules:

The criterion of 'likelihood of confusion which includes the likelihood of association with the earlier mark'
contained in Article 4(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate
the laws of the Member States relating to trade marks is to be interpreted as meaning that the mere
association which the public might make between two trade marks as a result of their analogous semantic
content is not in itself a sufficient ground for concluding that there is a likelihood of confusion within the
meaning of that provision.

1 By order of 29 June 1995, received at the Court on 20 July 1995, the Bundesgerichtshof (Federal Court
of Justice) referred to the Court for a preliminary ruling under Article 177 of the EC Treaty a question on
the interpretation of Article 4(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1, hereinafter 'the
Directive').

2 That question was raised in proceedings between the Dutch company SABEL BV (hereinafter 'SABEL')
and the German company Puma AG, Rudolf Dassler Sport (hereinafter 'Puma') concerning an application
to register the IR mark 540 894, depicted below,

>REFERENCE TO A GRAPHIC>

in Germany, inter alia for goods in classes 18 'Leather and imitation leather, products made therefrom not
included in other classes; bags and handbags' and 25 'Clothing, including tights, hosiery, belts, scarves,
ties/cravats and braces; footwear; hats'.

3 Puma lodged opposition to the registration of that mark on the ground, in particular, that it was the
proprietor of the pictorial mark depicted below,

>REFERENCE TO A GRAPHIC>

which was of earlier priority and registered in Germany (under No 1 106 066), inter alia for 'leather and
imitation leather, goods made therefrom (bags) and articles of clothing'.

4 The Deutsches Patentamt (German Patent Office) considered there to be no resemblance for the purposes
of trade-mark law between the two marks and rejected the opposition. Puma therefore appealed to the
Bundespatentgericht (Federal Patents Court) which partially upheld its application and held that there was a
resemblance between the two marks with respect to SABEL's goods in classes 18 and 25, which it
regarded as being identical or similar to the goods on the list of articles covered by the Puma mark.
SABEL then appealed to the Bundesgerichtshof for annulment of the decision refusing its application.

5 The Bundesgerichtshof provisionally considered that, applying the principles applied hitherto under
German law for determining whether there is a likelihood of confusion for trade-mark purposes, no such
likelihood existed as regards the two marks in question.

6 The criteria applied by the Bundesgerichtshof in order to reach that provisional conclusion are, in
essence, as follows:

- In determining whether there is a likelihood of confusion, the court must focus on the overall impression
made by the respective signs. It is not permissible to isolate one element out of a graphic ensemble and
to restrict examination of the likelihood of confusion to that element alone. However, an individual
component may be recognized as having a particularly distinctive character
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which characterizes the sign as a whole, and, consequently, a likelihood of confusion may be found to
exist if another party's sign resembles the whole of the sign so characterized. Even in such a case,
however, the two signs must be compared in their entirety and the comparison must not be confined to
their individual (characterizing) elements.

- A sign may have a particularly distinctive character either per se or because of the reputation the mark
enjoys with the public. The more distinctive its character, the greater the risk of confusion. However,
since no submission had been made on that point in the present case, the starting point for examining the
similarity of the two marks is that the earlier mark has normal distinguishing characteristics.

- The assessment of whether an element has such significance as to characterize the sign as a whole is,
essentially, a matter for the court called upon to adjudicate on the substance of the case, subject however
to its observing the rules of logic and common sense. The Bundespatentgericht cannot be criticized in law
for stressing the importance of the pictorial component of the SABEL mark and considering that the
textual component of the mark was of only secondary importance.

- Strict criteria must be applied with respect to the likelihood of confusion between pictorial components
which are basically descriptive and have little imaginative content. The depiction of a bounding feline is a
pictorial component which closely follows a natural model and reproduces the bounding motion typical of
such animals. The particular features of the depiction of the bounding feline in the Puma mark, for
example its depiction as a silhouette, are not reproduced in the SABEL mark. The fact that there is an
analogy between the pictorial components of the two marks can therefore not be adduced as a ground for
finding that there is a likelihood of confusion.

7 None the less, the Bundesgerichtshof seeks to ascertain the importance to be accorded to the semantic
content of the marks (in the present case, a 'bounding feline') in determining the likelihood of confusion.
That difficulty is occasioned, in particular, by the ambiguous wording of Article 4(1)(b) of the Directive,
in terms of which the likelihood of confusion 'includes the likelihood of association with the earlier trade
mark'. The question therefore arises for the national court whether the mere association which the public
might make between the two marks, through the idea of a 'bounding feline', justifies refusing protection to
the SABEL mark in Germany for products similar to those on the list of articles covered by Puma's
priority mark.

8 The Directive, which was implemented in Germany by the Gesetz über den Schutz von Marken und
sonstigen Kennzeichen (Law on the Protection of Trade Marks and Other Signs) of 25 October 1994
(BGBl I, p. 3082), contains, in Article 4(1)(b), the following provision:

'A trade mark shall not be registered or, if registered, shall be liable to be declared invalid:

(a) ...

(b) if because of its identity with, or similarity to, the earlier trade mark and the identity or similarity of
the goods or services covered by the trade marks, there exists a likelihood of confusion on the part of
the public, which includes the likelihood of association with the earlier trade mark.'

9 The tenth recital in the preamble to the Directive states:

'Whereas the protection afforded by the registered trade mark, the function of which is in particular to
guarantee the trade mark as an indication of origin, is absolute in the case of identity between the mark
and the sign and goods or services; whereas the protection applies also in case of similarity between the
mark and the sign and the goods or services; whereas it is indispensable to give an interpretation of the
concept of similarity in relation to the likelihood of confusion; whereas the likelihood of confusion, the
appreciation of which depends on numerous elements and, in particular,
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on the recognition of the trade mark on the market, of the association which can be made with the used or
registered sign, of the degree of similarity between the trade mark and the sign and between the goods or
services identified, constitutes the specific condition for such protection; whereas the ways in which
likelihood of confusion may be established, and in particular the onus of proof, are a matter for national
procedural rules which are not prejudiced by the directive'.

10 The Bundesgerichtshof decided to stay proceedings and to refer the following question to the Court for
a preliminary ruling:

'With reference to the interpretation of Article 4(1)(b) of the First Council Directive of 21 December 1988
to approximate the laws of the Member States relating to trade marks, is it sufficient for a finding that
there is a likelihood (Gefahr: risk) of confusion between a sign composed of text and picture and a sign
consisting merely of a picture, which is registered for identical and similar goods and is not especially
well known to the public, that the two signs coincide as to their semantic content (in this case, a bounding
feline)?

What is the significance in this connection of the wording of the Directive, in terms of which the
likelihood (Gefahr: risk) of confusion includes the likelihood that a mark may be associated with an earlier
mark?'

11 In its question the Bundesgerichtshof is essentially asking whether the criterion of the 'likelihood of
confusion... which includes the likelihood of association with the earlier trade mark' contained in Article
4(1)(b) of the Directive is to be interpreted as meaning that the mere association which the public might
make between the two marks as a result of a resemblance in their semantic content, is a sufficient ground
for concluding that there exists a likelihood of confusion within the meaning of that provision, taking into
account that one of those marks is composed of a combination of a word and a picture, whilst the other,
consisting merely of a picture, is registered for identical and similar goods, and is not especially well
known to the public.

12 Article 4(1)(b) of the Directive, which sets out the additional grounds on which registration may be
refused or a registered mark declared invalid in the event of conflict with earlier marks, provides that a
trade mark conflicts with an earlier trade mark if, because of the identity or similarity of both the trade
marks and the goods or services covered, there exists a likelihood of confusion on the part of the public,
which includes the likelihood of association between the two marks.

13 Essentially identical provisions are found in Article 5(1)(a) and (b) of the Directive, which defines the
situations in which the proprietor of a trade mark is entitled to prevent third parties from using signs
identical with or similar to its trade mark, and in Articles 8(1)(b) and (9)(1)(b) of Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

14 The Belgian, Luxembourg and Netherlands Governments claimed that the term 'likelihood of
association' was included in those provisions of the Directive at their request, in order that they should be
construed in the same manner as Article 13a of the Uniform Benelux Law on Trade Marks which adopts
the concept of resemblance between marks, rather than that of likelihood of confusion, in defining the
scope of the exclusive right conferred by a trade mark.

15 Those governments refer to a judgment of the Benelux Court holding that there is resemblance between
a mark and a sign when, taking account of the particular circumstances of the case, in particular the
distinctiveness of the mark, the mark and the sign, considered separately and together, present, aurally,
visually or conceptually, a similarity such as to establish an association between the sign and the mark
(judgment of 20 May 1983 in Case A 82/5 Jullien v Verschuere, Jur. 1983, vol. 4, p. 36). That decision
is based on the idea that, where a sign is likely to give rise to association with a mark, the public makes
a connection between the sign and the mark. Such a connection may

© An extract from a JUSTIS database



61995J0251 European Court reports 1997 Page I-06191 6

be prejudicial to the earlier mark not only if it gives the impression that the products have the same or a
related origin, but also where there is no likelihood of confusion between the sign and the mark. Since
perception of the sign calls to mind, often subconsciously, the memory of the mark, associations made
between a sign and a mark can result in the 'goodwill' attached to the earlier mark being transferred to the
sign and dilute the image linked to that mark.

16 According to those governments, the likelihood of association may arise in three sets of circumstances:
(1) where the public confuses the sign and the mark in question (likelihood of direct confusion); (2) where
the public makes a connection between the proprietors of the sign and those of the mark and confuses
them (likelihood of indirect confusion or association); (3) where the public considers the sign to be similar
to the mark and perception of the sign calls to mind the memory of the mark, although the two are not
confused (likelihood of association in the strict sense).

17 It must therefore be determined whether, as those governments claim, Article 4(1)(b) can apply where
there is no likelihood of direct or indirect confusion, but only a likelihood of association in the strict
sense. Such an interpretation of the Directive is contested by both the United Kingdom Government and
by the Commission.

18 In that connection, it is to be remembered that Article 4(1)(b) of the Directive is designed to apply
only if, by reason of the identity or similarity both of the marks and of the goods or services which they
designate, 'there exists a likelihood of confusion on the part of the public, which includes the likelihood of
association with the earlier trade mark'. It follows from that wording that the concept of likelihood of
association is not an alternative to that of likelihood of confusion, but serves to define its scope. The
terms of the provision itself exclude its application where there is no likelihood of confusion on the part
of the public.

19 The tenth recital in the preamble to the Directive, according to which 'the likelihood of confusion...
constitutes the specific condition for such protection', also confirms that interpretation.

20 Furthermore, the interpretation given in paragraph 18 of this judgment is not inconsistent with Article
4(3) and (4)(a) and Article 5(2) of the Directive, which permit the proprietor of a trade mark which has a
reputation to prohibit the use without due cause of signs identical with or similar to his mark and do not
require proof of likelihood of confusion, even where there is no similarity between the goods in question.

21 In that respect, it is sufficient to note that, unlike Article 4(1)(b), those provisions apply exclusively to
marks which have a reputation and on condition that use of the third party's mark without due cause takes
unfair advantage of, or is detrimental to, the distinctive character or the repute of the trade mark.

22 As pointed out in paragraph 18 of this judgment, Article 4(1)(b) of the Directive does not apply where
there is no likelihood of confusion on the part of the public. In that respect, it is clear from the tenth
recital in the preamble to the Directive that the appreciation of the likelihood of confusion 'depends on
numerous elements and, in particular, on the recognition of the trade mark on the market, of the
association which can be made with the used or registered sign, of the degree of similarity between the
trade mark and the sign and between the goods or services identified'. The likelihood of confusion must
therefore be appreciated globally, taking into account all factors relevant to the circumstances of the case.

23 That global appreciation of the visual, aural or conceptual similarity of the marks in question, must be
based on the overall impression given by the marks, bearing in mind, in particular, their distinctive and
dominant components. The wording of Article 4(1)(b) of the Directive - '... there exists a likelihood of
confusion on the part of the public...' - shows that the perception of marks in the mind of the average
consumer of the type of goods or services in question plays a decisive
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role in the global appreciation of the likelihood of confusion. The average consumer normally perceives a
mark as a whole and does not proceed to analyse its various details.

24 In that perspective, the more distinctive the earlier mark, the greater will be the likelihood of
confusion. It is therefore not impossible that the conceptual similarity resulting from the fact that two
marks use images with analogous semantic content may give rise to a likelihood of confusion where the
earlier mark has a particularly distinctive character, either per se or because of the reputation it enjoys
with the public.

25 However, in circumstances such as those in point in the main proceedings, where the earlier mark is
not especially well known to the public and consists of an image with little imaginative content, the mere
fact that the two marks are conceptually similar is not sufficient to give rise to a likelihood of confusion.

26 The answer to the national court's question must therefore be that the criterion of 'likelihood of
confusion which includes the likelihood of association with the earlier mark' contained in Article 4(1)(b) of
the Directive is to be interpreted as meaning that the mere association which the public might make
between two trade marks as a result of their analogous semantic content is not in itself a sufficient ground
for concluding that there is a likelihood of confusion within the meaning of that provision.
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Judgment of the Court
of 26 November 1996

F.lli Graffione SNC v Ditta Fransa.
Reference for a preliminary ruling: Tribunale di Chiavari - Italy.

Prohibition of the use of a trade mark in a Member State - Prohibition of importation from another
Member State of a product bearing the same trade mark - Article 30 of the EC Treaty and the

Trade Mark Directive.
Case C-313/94.

1. Free movement of goods ° Quantitative restrictions ° Measures having equivalent effect ° Concept °
Proprietor of a trade mark in one Member State prohibited from using it to market a type of product °
Prohibition on marketing products of the same type and bearing the same trade mark, which come from
another Member State

(EC Treaty, Art. 30)

2. Free movement of goods ° Quantitative restrictions ° Measures having equivalent effect ° Lawful
marketing in a Member State of a type of product under a particular trade mark ° Prohibition on
importation and marketing under that trade mark in another Member State ° Prohibition binding solely on
the only undertaking using its right to import ° Not permissible ° Justification ° Protection against unfair
competition ° None ° Prohibition affecting all traders ° Permissible ° Justification ° Protection of
consumers against the misleading effect of the trade mark ° Conditions

(EC Treaty, Arts 30 and 36)

3. Approximation of laws ° Trade marks ° Directive 89/104 ° Lawful use of a trade mark in a Member
State in order to market a type of product ° Prohibition in another Member State on the use of that trade
mark to market the same type of products ° Whether permissible ° Justification ° Use of the trade mark
by its proprietor prohibited because of its misleading effect

(Council Directive 89/104, Art. 12(2)(b))

1. Where, in one Member State, the proprietor of a trade mark is prohibited from marketing a type of
product under that trade mark, an order requiring an undertaking which imports the same type of product
bearing the same trade mark from another Member State to cease marketing those products constitutes a
measure having equivalent effect to a quantitative restriction on imports within the meaning of Article 30
of the Treaty. In such a situation, traders who wish to market products under the trade mark in question
may obtain those products only by importing them, so that an injunction prohibiting the marketing of
those products amounts, in practice, to an impediment to their importation and therefore constitutes an
obstacle to intra-Community trade.

2. Articles 30 and 36 of the Treaty are to be interpreted as precluding reliance on protection against unfair
competition as a ground for prohibiting an undertaking from using its right to import into a Member State
products coming from another Member State where they are lawfully marketed and to market them under
a particular trade mark in the Member State of importation, when other traders have the same right, even
if they do not use it.

On the other hand, Articles 30 and 36 of the Treaty do not preclude a prohibition, adopted to protect
consumers against the misleading effect of a particular trade mark, on the marketing by all traders of
products coming from a Member State where they are lawfully marketed, provided that the prohibition is
necessary in order to ensure consumer protection and proportionate to that objective, which must be
incapable of being achieved by measures which are less restrictive of intra-Community trade. When
assessing whether those conditions are fulfilled, the national court must, in particular, examine whether the
risk of misleading consumers is sufficiently serious to be able to override the requirements of the free
movement of goods. It is possible that because of linguistic, cultural and social differences between the
Member States a trade mark which is not liable to mislead a
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consumer in one Member State may be liable to do so in another.

3. Article 12(2)(b) of Directive 89/104, the first directive approximating the laws of the Member States
relating to trade marks, is to be interpreted as not precluding a prohibition on the marketing of products
coming from a Member State where they are lawfully marketed, on the ground that they bear a trade mark
which the proprietor has been specifically prohibited from using in the Member State of importation
because it has been held there to be liable to mislead consumers. The directive leaves it to the Member
States to determine whether and to what extent the use of a revoked trade mark must be prohibited.

In Case C-313/94,

REFERENCE to the Court under Article 177 of the EC Treaty by the Tribunale di Chiavari, Italy, for a
preliminary ruling in the proceedings pending before that court between

Fratelli Graffione SNC

and

Ditta Fransa

on the interpretation of Articles 30 and 36 of the EC Treaty and Article 12(2)(b) of the First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, G.F. Mancini, J.C. Moitinho de Almeida, J.L. Murray
and L. Sevon (Presidents of Chambers), P.J.G. Kapteyn, C. Gulmann (Rapporteur), D.A.O. Edward, J.-P.
Puissochet, G. Hirsch and H. Ragnemalm, Judges,

Advocate General: F.G. Jacobs,

Registrar: H.A. Ruehl, Principal Administrator,

after considering the written observations submitted on behalf of:

° Fratelli Graffione SNC, by Federico Montaldo, of the Genoa Bar, and Bernard O' Connor,
Barrister-at-law,

° Ditta Fransa, by Fausto Capelli, of the Milan Bar, and Gian Marco Bo, of the Chiavari Bar,

° the Italian Government, by Umberto Leanza, Head of the Legal Service of the Ministry of Foreign
Affairs, acting as Agent, and Maurizio Fiorilli, Avvocato dello Stato,

° the United Kingdom Government, by John E. Collins, of the Treasury Solicitor' s Department, acting as
Agent, and Michael Silverleaf, Barrister,

° the Commission of the European Communities, by Antonio Aresu and Berend Jan Drijber, of its Legal
Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of the parties at the hearing on 23 April 1996,

after hearing the Opinion of the Advocate General at the sitting on 6 June 1996,

gives the following

Judgment

1 By order of 29 October 1994, received at the Court on 28 November 1994, the Tribunale di Chiavari
(District Court, Chiavari) referred to the Court for a preliminary ruling under Article 177 of
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the EC Treaty three questions on the interpretation of Articles 30 and 36 of that treaty and Article
12(2)(b) of the First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1, hereinafter "the Trade Mark Directive").

2 Those questions were raised in proceedings between Fratelli Graffione SNC (hereinafter "Graffione"), a
wholesaler in Liguria, Italy, and Ditta Fransa (hereinafter "Fransa"), which owns a supermarket in
Gattorna, in the province of Genoa, Italy.

3 Until October 1993 the Scott multinational group of companies (hereinafter "Scott") marketed toilet
paper and disposable handkerchiefs in Italy under the trade mark "Cotonelle" and two variants of that trade
mark (hereinafter "the Cotonelle trade mark").

4 By judgment of 1 October 1993, given in a dispute between Scott and the company Kaysersberg, the
Corte d' Appello di Milano (Court of Appeal, Milan), overturning a judgment of the Tribunale di Milano
(District Court, Milan), ordered Scott to refrain from using the Cotonelle trade mark. The Corte d' Appello
declared the trade mark void on the ground that it infringed the Italian Trade Mark Law because it might
mislead consumers into thinking that the products in question actually contained cotton. Scott appealed
against that judgment to the Corte di Cassazione (Court of Cassation).

5 Similar actions were brought against Scott by competitors in France and Spain. However, the Cotonelle
trade mark was not declared invalid in those Member States.

6 Following the judgment of the Corte d' Appello, Scott ceased to distribute the products in question
under that trade mark in Italy. Consequently, Graffione, which had until then supplied its own customers
with those products, informed those customers that it was no longer able to supply them.

7 Learning that Fransa was selling products under the Cotonelle trade mark in Italy, Graffione brought
proceedings for interim relief before the Tribunale di Chiavari. It claimed that, in view of the judgment of
the Corte d' Appello, and in view of the fact that the sales by Fransa distorted competition, Fransa should
be ordered to refrain from marketing the products in question under that trade mark.

8 According to the documents before the Court, Graffione' s application for an injunction restraining
Fransa is based on the rules on unfair competition in the Italian Civil Code. Graffione considers that it is
subject to unfair competition because, following the judgment of the Corte d' Appello, it has been
prevented from obtaining products bearing the Cotonelle trade mark directly from Scott in Italy and is
thereby placed at a competitive disadvantage as against Fransa, which imports those products from another
Member State where that trade mark is still valid.

9 In reply, Fransa states that the judgment of the Corte d' Appello concerns a trade mark relating to a
product manufactured and marketed in Italy, whereas the product which it sells is imported from France,
where it is lawfully marketed under the same trade mark. According to Fransa, an injunction prohibiting it
from selling such products in Italy would therefore be a measure having equivalent effect to a quantitative
restriction on imports, contrary to Article 30 of the Treaty. In that regard Fransa relies on the judgment in
Case C-315/92 Verband Sozialer Wettbewerb v Clinique Laboratories and Estée Lauder [1994] ECR I-317
(the "Clinique" case), which concerned the allegedly misleading nature of the word "Clinique", the name
of a product imported from France into Germany. Fransa also relies on the Trade Mark Directive, in
particular Article 12(2)(b) thereof, concerning the revocation of trade marks whose use is liable to mislead
the consumer. Fransa claims that if that provision were applied, the result of the main proceedings would
be different from that reached by the Corte d' Appello.
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10 Article 12(2)(b) of the Trade Mark Directive provides:

"A trade mark shall also be liable to revocation if, after the date on which it was registered,

...

(b) in consequence of the use made of it by the proprietor of the trade mark or with his consent in respect
of the goods or services for which it is registered, it is liable to mislead the public, particularly as to
the nature, quality or geographical origin of those goods or services."

11 The Tribunale di Chiavari therefore decided to stay proceedings and refer the following questions to
the Court of Justice for a preliminary ruling:

"(1) Are Articles 30 and 36 to be interpreted as precluding restrictive application of national legislation
of a Member State which prohibits the movement within its territory of a product from another Member
State where that product has been lawfully manufactured and lawfully bears a trade mark?

(2) Is Article 12(2)(b) of Directive 89/104 to be interpreted as entailing harmonization of the national
provisions on revocation of trade mark rights, on the grounds therein indicated, in relation to products
distributed at Community level?

(3) In circumstances such as those at issue here, is the provision referred to in Question 2 above to be
interpreted, having regard inter alia to the principle of proportionality, as precluding restrictive
application of national legislation of a Member State intended to prevent the movement in that Member
State of a product lawfully manufactured and bearing a trade mark in, and coming from, another
Member State?"

12 By judgment of 17 November 1995, registered on 9 April 1996 and sent to the Court of Justice on 24
May 1996 by counsel for the applicant in the main proceedings, the Corte di Cassazione dismissed Scott' s
appeal against the judgment of the Corte d' Appello. Nevertheless, since there has been no argument
before the Court of Justice concerning the judgment of the Corte di Cassazione, this Court must restrict
itself to replying to the questions submitted to and considered before it.

The first question

13 Having regard to the legislative and factual background set out in the order for reference, this question
must be understood as asking whether Articles 30 and 36 of the Treaty preclude a prohibition under
national rules on protection against unfair competition on the marketing of products coming from a
Member State in which they are lawfully marketed, on the ground that they bear a trade mark which the
proprietor has been specifically prohibited from using in the Member State of importation because it has
been held there to be liable to mislead consumers.

14 An injunction such as that applied for in the course of the main proceedings constitutes a measure
having equivalent effect to a quantitative restriction on imports within the meaning of Article 30 of the
Treaty.

15 The Court of Justice has consistently held that Article 30 aims to prohibit all trading rules enacted by
Member States which are capable of hindering, directly or indirectly, actually or potentially,
intra-Community trade (see Case 8/74 Procureur du Roi v Dassonville [1974] ECR 837, paragraph 5).

16 Where the proprietor of a trade mark is prohibited from marketing products under that trade mark,
traders who wish to market products under the trade mark in question may obtain those products only by
importing them. In those circumstances, an injunction prohibiting the marketing of those products amounts,
in practice, to an impediment to their importation and therefore constitutes an obstacle to intra-Community
trade.
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17 It is also settled law that obstacles to intra-Community trade resulting from disparities between
provisions of national law must be accepted in so far as such provisions are applicable to domestic and
imported products without distinction and may be justified as being necessary in order to satisfy overriding
requirements relating inter alia to consumer protection or fair trading. However, in order to be permissible,
such provisions must be proportionate to the objective pursued and that objective must not be capable of
being achieved by measures which are less restrictive of intra-Community trade (see Case 120/78
Rewe-Zentral v Bundesmonopolverwaltung fuer Branntwein ("Cassis de Dijon") [1979] ECR 649,
paragraph 8; Case C-238/89 Pall v Dalhausen [1990] ECR I-4827, paragraph 12; Case 126/91
Schutzverband gegen Unwesen in der Wirtschaft v Yves Rocher [1993] ECR I-2361, paragraph 12; and
Case C-470/93 Verein gegen Unwesen in Handel und Gewerbe Koeln v Mars [1995] ECR I-1923,
paragraph 15).

18 In the present case, the order for reference does not explain whether the judgment of the Corte d'
Appello prohibiting the proprietor of the trade mark from using it in Italy also prevents third parties from
marketing the products in question under that trade mark or whether it is binding only on the proprietor of
the trade mark, at least until the judgment becomes final, so that third parties may market products bearing
that trade mark which are imported from other Member States where they are lawfully marketed.

19 Since it is for the national court to interpret and apply national law and since the application of
Community law in the main proceedings depends on the answer to the question which has just been set
out, both possibilities should be considered when interpreting Articles 30 and 36 of the Treaty.

20 If the judgment of the Corte d' Appello were to be binding only on the proprietor of the trade mark,
third parties such as Fransa and Graffione would not be prevented, after that judgment, from importing the
products in question and marketing them in Italy under that trade mark. The injunction requested by
Graffione would not therefore be justified. Admittedly, as pointed out in paragraph 17 of this judgment,
protection against unfair competition is one of the grounds accepted by this Court for allowing restrictions
on the free movement of goods. However, protection against unfair competition cannot be accepted as a
ground for prohibiting an undertaking from using its right to import into a Member State products from
another Member State where they are lawfully marketed, and to market them under a particular trade mark
in the Member State of importation, when other traders have the same right, even if they do not use it.

21 If, following the judgment of the Corte d' Appello, the marketing in Italy of the products in question
under the Cotonelle trade mark were to be prohibited erga omnes, then, as the parties to the main
proceedings have correctly observed, it must be considered whether such a barrier to the free movement of
goods as a result of that judgment might be justified in order to protect consumers against the misleading
nature of the Cotonelle trade mark, in so far as that trade mark might induce a consumer wrongly to
believe that the products under that mark contained cotton.

22 The possibility of allowing a prohibition of marketing on account of the misleading nature of a trade
mark is not, in principle, precluded by the fact that the same trade mark is not considered to be
misleading in other Member States. As the Advocate General has observed in paragraph 10 of his Opinion,
it is possible that because of linguistic, cultural and social differences between the Member States a trade
mark which is not liable to mislead a consumer in one Member State may be liable to do so in another.

23 However, as pointed out in paragraph 17 of this judgment, in order to be justified, the measure adopted
to protect consumers must really be necessary for that purpose and proportionate to the objective pursued,
which must not be capable of being achieved by measures which are less restrictive of intra-Community
trade.

© An extract from a JUSTIS database



61994J0313 European Court reports 1996 Page I-06039 6

24 According to the case-law of the Court, the risk of misleading consumers cannot override the
requirements of the free movement of goods and so justify barriers to trade, unless that risk is sufficiently
serious (see to that effect, in particular, the judgments in the Clinique and Mars cases, cited above).

25 Since the documents before the Court in this case do not enable it to assess whether those conditions
are satisfied here, it is for the national court to carry out that assessment.

26 In doing so, the national court must have regard to all the relevant factors, including the circumstances
in which the products are sold, the information set out on the packaging of the products and the clarity
with which it is displayed, the presentation and content of advertising material, and the risk of error in
relation to the group of consumers concerned.

27 The answer to the first question must therefore be that Articles 30 and 36 of the Treaty are to be
interpreted as

° precluding reliance on protection against unfair competition as a ground for prohibiting an undertaking
from using its right to import into a Member State products coming from another Member State where
they are lawfully marketed and to market them under a particular trade mark in the Member State of
importation, when other traders have the same right, even if they do not use it;

° but not precluding a prohibition, on grounds of consumer protection, on the marketing by all traders of
products coming from a Member State where they are lawfully marketed, provided that the prohibition is
necessary in order to ensure consumer protection and proportionate to that objective, which must be
incapable of being achieved by measures which are less restrictive of intra-Community trade. The national
court must, in particular, examine whether the risk of misleading consumers is sufficiently serious to be
able to override the requirements of the free movement of goods.

The second and third questions

28 The national court' s second and third questions essentially seek to establish whether Article 12(2)(b) of
the Trade Mark Directive must be interpreted as precluding a prohibition on the marketing of products
coming from a Member State where they are lawfully marketed, on the ground that they bear a trade mark
which the proprietor has been specifically prohibited from using in the Member State of importation
because it has been held there to be liable to mislead consumers.

29 The Trade Mark Directive, which, as its title indicates, is the first directive in that field, does not aim
to bring about complete harmonization of the Member States' trade mark laws, and Article 12 of that
directive merely lists the grounds on which a trade mark is liable to revocation. Moreover, according to
the fifth recital in the preamble to that directive, the Member States remain free to determine the effects of
revocation or invalidity of trade marks.

30 Furthermore, according to its sixth recital, the Trade Mark Directive does not exclude the application to
trade marks of provisions of Member State law other than trade mark law, such as provisions relating to
unfair competition, civil liability or consumer protection.

31 Consequently, as the Advocate General has observed in paragraphs 19 and 20 of his Opinion, Article
12(2) of the Trade Mark Directive leaves it to national law to determine whether and to what extent the
use of a revoked trade mark must be prohibited.

32 It follows that that provision is of no relevance to the principal issue in the main proceedings.

33 The reply to the second and third questions must therefore be that Article 12(2)(b) of the Trade Mark
Directive is to be interpreted as not precluding a prohibition on the marketing of products coming from a
Member State where they are lawfully marketed, on the ground that they bear a trade mark which the
proprietor has been specifically prohibited from using in the Member State of importation

© An extract from a JUSTIS database



61994J0313 European Court reports 1996 Page I-06039 7

because it has been held there to be liable to mislead consumers.

Costs

34 The costs incurred by the Italian and United Kingdom Governments and by the Commission of the
European Communities, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the proceedings pending before the
national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Tribunale di Chiavari, by order of 29 October 1994,
hereby rules:

1. Articles 30 and 36 of the EC Treaty are to be interpreted as

° precluding reliance on protection against unfair competition as a ground for prohibiting an undertaking
from using its right to import into a Member State products coming from another Member State where
they are lawfully marketed and to market them under a particular trade mark in the Member State of
importation, when other traders have the same right, even if they do not use it;

° but not precluding a prohibition, on grounds of consumer protection, on the marketing by all traders of
products coming from a Member State where they are lawfully marketed, provided that the prohibition is
necessary in order to ensure consumer protection and proportionate to that objective, which must be
incapable of being achieved by measures which are less restrictive of intra-Community trade. The national
court must, in particular, examine whether the risk of misleading consumers is sufficiently serious to be
able to override the requirements of the free movement of goods.

2. Article 12(2)(b) of Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks is to be interpreted as not precluding a prohibition on the marketing
of products coming from a Member State where they are lawfully marketed, on the ground that they bear
a trade mark which the proprietor has been specifically prohibited from using in the Member State of
importation because it has been held there to be liable to mislead consumers.
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Judgment of the Court
of 11 July 1996

Eurim-Pharm Arzneimittel GmbH v Beiersdorf AG (C-71/94), Boehringer Ingelheim KG (C-72/94)
and Farmitalia Carlo Erba GmbH (C-73/94).

Reference for a preliminary ruling: Bundesgerichtshof - Germany.
Repackaging of trade-marked products - Article 36 of the EC Treaty.

Joined cases C-71/94, C-72/94 and C-73/94.

++++

1. Acts of the institutions ° Directives ° Direct effect ° Limits ° Possibility of relying on a directive
against an individual ° None ° Implementation by Member States ° Obligations of national courts

(EC Treaty, Art. 189, third para.)

2. Free movement of goods ° Industrial and commercial property ° Trade mark ° Product put on the
market in a Member State by the trade mark owner or with his consent ° Importation, after repackaging or
alteration of the content and appearance of the packaging, into another Member State ° Opposition by the
trade mark owner ° Permissibility ° Conditions

(EC Treaty, Art. 36; Council Directive 89/104, Art. 7(2))

1. Although a directive may not of itself impose obligations on an individual and cannot therefore be
relied upon as such against him, the national court which applies national law and is required to interpret
it must as far as possible do so, whether the provisions in question were adopted before or after the
directive, in the light of the wording and the purpose of the directive so as to achieve the result it has in
view and thereby comply with the third paragraph of Article 189 of the Treaty.

2. Article 36 of the Treaty must be interpreted as meaning that a trade mark owner may rely upon his
rights as owner to prevent an importer from marketing a pharmaceutical product which was put on the
market in another Member State by the owner or with his consent, where that importer has repackaged the
product in new external packaging through which the trade mark affixed to the original packaging has
been made visible, or where he has modified the contents and the appearance of original external
packaging whilst preserving the trade mark affixed thereto by the manufacturer, unless the following
conditions are satisfied:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that requirement does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs from their original external
packaging and their insertion with one or more original packages into new external packaging, or their
insertion in another original package, the fixing of self-stick labels on original external packaging or blister
packs, or the addition to the packaging of new user instructions or information.

It is for the national court to ascertain whether the cutting of blister packs or the reprinting
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of batch numbers on them are carried out in such a manner as to exclude any real risk of affecting the
original condition of the tablets inside; that must be regarded as being the case where, for example, those
operations are authorized and supervised by a public authority with a view to ensuring that the product
remains intact; it is also for the national court to verify that the original condition of the product inside
the packaging is not indirectly affected, for example, by the fact that the external or inner packaging of
the repackaged product or new user instructions or information omits certain important information or
gives inaccurate information, or by the fact that the packaging of the repackaged product is not such as to
give the product adequate protection;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; however, it is not necessary to indicate that the repackaging was carried out
without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; it is for
the national court to ascertain whether the insertion into single external packaging of both original external
packaging and loose blister packs constitutes an untidy form of packaging liable to damage the reputation
of the trade mark; as for the cutting of blister packs, it is for that court to assess in each particular case
whether it has been carried out in such a manner that the reputation of the trade mark might suffer; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.

That interpretation of Article 36 of the Treaty also applies to Article 7(2) of the First Directive 89/104 on
trade marks, the aim of both provisions being identical.

In Joined Cases C-71/94, C-72/94 and C-73/94,

REFERENCES to the Court under Article 177 of the EC Treaty by the Bundesgerichtshof for a
preliminary ruling in the proceedings pending before that court between

Eurim-Pharm Arzneimittel GmbH

and

Beiersdorf AG (C-71/94),

Boehringer Ingelheim KG (C-72/94),

Farmitalia Carlo Erba GmbH (C-73/94)

on the interpretation of Article 36 of the EC Treaty in relation to trade marks,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C.N. Kakouris, J.-P. Puissochet and G. Hirsch (Presidents
of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, C. Gulmann (Rapporteur), P. Jann and H.
Ragnemalm, Judges,

Advocate General: F.G. Jacobs,

Registrars: H. von Holstein, Deputy Registrar,

L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:
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° Eurim-Pharm Arzneimittel GmbH, by Wolfgang A. Rehmann, Rechtsanwalt, Munich,

° Beiersdorf AG, by Rolf Schultz-Suechting, Rechtsanwalt, Berlin,

° Boehringer Ingelheim KG, by Wilhelm Danelzik, Rechtsanwalt, Cologne,

° Farmitalia Carlo Erba GmbH, by Bert J. Bosten and Wolfgang Prinz, Rechtsanwaelte, Cologne,

° the French Government, by Catherine de Salins, Assistant Director in the legal directorate of the
Ministry of Foreign Affairs, and Philippe Martinet, Secretary for Foreign Affairs in the same directorate,
acting as Agents,

° the United Kingdom Government, by S. Lucinda Hudson, of the Treasury Solicitor' s Department, acting
as Agent, assisted by Michael Silverleaf, Barrister,

° the Commission of the European Communities, by Richard Wainwright, Principal Legal Adviser, and
Angela Bardenhewer, of its Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Eurim-Pharm Arzneimittel GmbH, represented by Wolfgang A.
Rehmann; Beiersdorf AG, represented by Rolf Schultz-Suechting; Boehringer Ingelheim KG, represented
by Wilhelm Danelzik; Farmitalia Carlo Erba GmbH, represented by Bert J. Bosten; the French
Government, represented by Philippe Martinet; the United Kingdom Government, represented by Lindsey
Nicoll, of the Treasury Solicitor' s Department, acting as Agent, assisted by Michael Silverleaf; and the
Commission, represented by Richard Wainwright and Angela Bardenhewer, at the hearing on 4 October
1995,

after hearing the Opinion of the Advocate General at the sitting on 14 December 1995,

gives the following

Judgment

Costs

71 The costs incurred by the French and United Kingdom Governments and the Commission of the
European Communities, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the actions pending before the national
court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Bundesgerichtshof by orders of 27 January 1994, hereby
rules:

Article 36 of the EC Treaty must be interpreted as meaning that a trade mark owner may rely upon his
rights as owner to prevent an importer from marketing a pharmaceutical product which was put on the
market in another Member State by the owner or with his consent, where that importer has repackaged the
product in new external packaging through which the trade mark affixed to the original packaging has
been made visible, or where he has modified the contents and the appearance of original external
packaging whilst preserving the trade mark affixed thereto by the manufacturer, unless:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an
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identical pharmaceutical product on the market in several Member States in various forms of packaging,
and the repackaging carried out by the importer is necessary in order to market the product in the Member
State of importation, and also carried out in such conditions that the original condition of the product
cannot be affected by it; that requirement does not, however, imply that it must be established that the
trade mark owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs from their original external
packaging and their insertion with one or more original packages into new external packaging, or their
insertion in another original package, the fixing of self-stick labels on original external packaging or blister
packs, or the addition to the packaging of new user instructions or information; it is for the national court
to ascertain whether the cutting of blister packs or the reprinting of batch numbers on them are carried out
in such a manner as to exclude any real risk of affecting the original condition of the tablets inside; that
must be regarded as being the case where, for example, those operations are authorized and supervised by
a public authority with a view to ensuring that the product remains intact; it is also for the national court
to verify that the original condition of the product inside the packaging is not indirectly affected, for
example, by the fact that the external or inner packaging of the repackaged product or new user
instructions or information omits certain important information or gives inaccurate information, or by the
fact that the packaging of the repackaged product is not such as to give the product adequate protection;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; however, it is not necessary to indicate that the repackaging was carried out
without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; it is for
the national court to ascertain whether the insertion into single external packaging of both original external
packaging and loose blister packs constitutes an untidy form of packaging liable to damage the reputation
of the trade mark; as for the cutting of blister packs, it is for that court to assess in each particular case
whether it has been carried out in such a manner that the reputation of the trade mark might suffer; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.

1 By orders of 27 January 1994, received at the Court on 25 February 1994, the Bundesgerichtshof
(Federal Court of Justice) referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty a number of questions on the interpretation of Article 36 of the EC Treaty in relation to trade
marks.

2 The questions were raised in three disputes between, on the one hand, Beiersdorf AG (hereinafter
"Beiersdorf"), Boehringer Ingelheim KG (hereinafter "Boehringer") and Farmitalia Carlo Erba GmbH
(hereinafter "Farmitalia"), which are pharmaceutical manufacturers, and, on the other hand, Eurim-Pharm
Arzneimittel GmbH (hereinafter "Eurim-Pharm"), which imports into Germany certain products
manufactured by the former companies.

3 Beiersdorf manufactures and markets in Germany a pharmaceutical product under the name of "Kerlone",
under licence from the French undertaking Laboratoires Synthélabo France (hereinafter "Synthélabo"),
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which is the owner of the trade mark "Kerlone" in Germany and other countries. Kerlone is used as an
anti-hypertensive drug and sold as tablets in blister packs. Beiersdorf markets Kerlone in packets of 50 and
100 tablets, corresponding to the standard sizes recommended by various professional and commercial
groups and by the German sickness insurance institutions.

4 In France, Synthélabo manufactures and markets Kerlone in packets of 28 tablets each, in compliance
with French rules which authorize packaging to cover a maximum treatment period of no more than one
month. The packets contain blister packs of 14 tablets each, with each blister pack carrying a list of the
days of the week in French on the reverse side, so that each tablet corresponds to a given day over a
two-week period.

5 Boehringer is owner of the trade mark "Mexitil" in Germany and France. It manufactures and markets in
Germany the medicinal product "Mexitil", which is used against cardiac arrhythmia. Mexitil is sold as
capsules in blister packs and marketed in Germany in packets of 20, 50 and 100 to comply with the
standard sizes recommended in Germany.

6 In France, Mexitil is manufactured under licence by Boehringer Ingelheim France SARL, which is a
subsidiary of Boehringer Ingelheim KG. It is sold in France in packets of 30, containing three blister
packs of 10 capsules each. In compliance with the French rules, the packet size is adapted to a 10-day
course of treatment at the rate of three capsules per day.

7 Farmitalia is the German subsidiary of the Italian company Farmitalia Carlo Erba, which owns the trade
mark "Sermion" registered, inter alia, in Germany, Spain and Portugal. Farmitalia markets in Germany,
under licence from its parent company, the medicinal products "Sermion" (active ingredient: nicergoline 5
mg) and "Sermion forte" (active ingredient: nicergoline 10 mg), which are used in the treatment of
cerebral disturbances and sold as tablets in blister packs. Marketing in Germany is in packets of 50 or 100
tablets, in accordance with the standard sizes recommended in Germany.

8 In Portugal, a sister company of Farmitalia markets Sermion in tablets of 10 mg, but without adding the
word "forte", in packets of 60 containing six blister packs of 10 tablets each. The package size is designed
for a treatment period of 20 days, and thus attains the upper limit of what is reimbursable under the
Portuguese sickness insurance scheme.

9 In Spain, Sermion is sold by Farmitalia' s Spanish sister company in packets of 45 tablets of 5 mg,
contained in a single blister pack.

10 Eurim-Pharm imports the above pharmaceutical products in parallel from France, Portugal and Spain,
and markets them in Germany. Before marketing, it repackages the products in order to obtain packets
which comply with the recommended sizes in Germany.

11 Kerlone, Mexitil and Sermion imported from Portugal are repackaged in new external packaging
designed by Eurim-Pharm, into which are inserted both original packages together with their contents and
loose blister packs taken from other original packages.

12 The new external packets carry rectangular holes on the front, which by their size and position allow
the trade mark on the original packets to be seen. The new packaging carries, inter alia, the statement that
the product was imported, packaged and marketed by Eurim-Pharm. As regards the Sermion imported from
Portugal, the word "forte" is printed beneath the rectangular hole.

13 In the case of Kerlone, some of the loose blister packs added have been cut. Where the cutting
removes the batch number stamped on the blister pack, the corresponding number is reprinted. Because of
the cutting, the list of days of the week on the back of each blister pack, to which the tablets are allotted,
is no longer complete.

14 The original packets contained inside the new external packaging carry self-stick labels stating, inter
alia, that the product was imported and marketed by Eurim-Pharm. In the case of Mexitil,
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Eurim-Pharm also affixes on the front of the original packet a self-stick label with the words "active
ingredient: mexiletine hydrochloride". In the case of the Sermion imported from Portugal, Eurim-Pharm
additionally covers the side and the front of the original packet with self-stick labels which leave
uncovered only the Sermion trademark and the word "Farmitalia" and which carry, inter alia, the word
"forte".

15 In addition, in the case of the Sermion imported from Portugal, Eurim-Pharm affixes a self-stick label
with the word "forte" to the back of each blister pack.

16 In the case of Mexitil, Eurim-Pharm also adds user instructions in German and extra information.

17 In the case of the Sermion imported from Spain, Eurim-Pharm keeps the original packaging and inserts
a strip of five tablets cut from an original blister pack and user instructions in German. It attaches to the
front of the original packet, below the trade mark "Sermion", a self-stick label with its name, address and
additional information (batch number, use-by date, registration number, etc.). The back of the packet
carries a self-stick label stating that the product is imported and marketed by Eurim-Pharm. The
information in Spanish concerning the number of tablets is covered by a sticker.

18 Beiersdorf and Farmitalia, which have been authorized to bring the actions by their respective licensors,
and Boehringer regard Eurim-Pharm' s conduct as trade mark infringements and have brought proceedings
for damages and an injunction.

19 The pharmaceutical manufacturers were successful at first instance and on appeal, whereupon
Eurim-Pharm applied for review on a point of law by the Bundesgerichtshof, which decided to stay the
proceedings and request a preliminary ruling from the Court of Justice. In Case C-71/94, the
Bundesgerichtshof referred the following questions:

"1. Is the proprietor of an internationally registered trade mark (I R mark) having effect in Member
State A entitled under Article 36 of the EC Treaty, in reliance upon the trade mark, to prevent an
importer from buying medicinal products which have been marketed under the trade mark in Member
State B by the proprietor of the trade mark and which require a prescription in Member State A, from
repackaging them in conformity with the prescribing practices of medical practitioners in Member State
A, which are based on a recommendation by prominent organizations (including those representing the
pharmaceutical industry) on therapeutically desirable sizes and which differ from the packaging sizes
prescribed by statute in Member State B, and from marketing them in Member State A in external
packaging styled by the importer, if such packaging contains an original packet with original blister
strips from Member State B and a number of additional blister strips which have been cut up and the
new packaging has a window through which the I R mark on the original packaging is visible and
displays a reference to the packaging and marketing by the importer but no reference to the
manufacturer? Is it of relevance for the purposes of the answer to the question that information printed
on the back of the original blister strip refers (in, for Member State A, a foreign language) to the days
of the week for a 14-day period, which when the blister is cut becomes incomplete?

2. Is it sufficient, for the purpose of establishing a disguised restriction on trade between Member States
within the meaning of Article 36 of the EC Treaty, that the use of the national trade mark in conjunction
with the marketing system adopted by the proprietor of the I R mark objectively leads to a partitioning of
the markets between Member States, or is it necessary for that purpose to show that the proprietor of the I
R mark exercises his trade-mark right in conjunction with the marketing system which he employs with
the object of bringing about an artificial partitioning of the markets?"

20 In Case C-72/94, the second question referred to the Court is identical to the second question
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in Case C-71/94. The first question is worded as follows:

"1. Is the proprietor of an internationally registered trade mark (I R mark) having effect in Member
State A entitled under Article 36 of the EC Treaty, in reliance upon the trade mark, to prevent an
importer from buying medicinal products which have been marketed under the trade mark in Member
State B by the proprietor of the trade mark and which require a prescription in Member State A, from
repackaging them in conformity with the prescribing practices of medical practitioners in Member State
A, which are based on a recommendation by prominent organizations (including those representing the
pharmaceutical industry) and which differ from the packaging sizes prescribed by statute in Member
State B, and from marketing them in Member State A in external packaging styled by the importer, if
such packaging contains an original packet with original blister strips from Member State B and a
number of additional blister strips which have been cut up and if the new packaging has a window
through which the I R mark on the original packaging is visible and displays a reference to the
packaging and marketing by the importer but no reference to the manufacturer?"

21 In Case C-73/94, the second question referred to the Court is identical to the second question in Cases
C-71/94 and C-72/94. The first question is worded as follows:

"1. Is the proprietor of an internationally registered trade mark (I R mark) having effect in Member
State A entitled under Article 36 of the EC Treaty, in reliance upon the trade mark, to prevent an
importer from buying medicinal products which have been marketed under the trade mark in Member
State B by an undertaking belonging to the same group as the proprietor of the trade mark and which
require a prescription in Member State A, from repackaging them in conformity with the prescribing
practices of medicinal practitioners prevailing in Member State A, which are based on a
recommendation by prominent organizations (including those representing the pharmaceutical industry)
on therapeutically desirable sizes and which differ from the standard sizes in Member State B and

(a) from marketing them in Member State A in external packaging styled by the importer, if such
packaging contains an original packet with original blister strips from Member State B and a number of
additional original blister strips and the new packaging has a window through which the trade mark on
the original packet is visible and displays a reference to the repackaging and marketing by the importer
but no reference to the manufacturer, or

(b) from marketing them in Member State A in the original trade-marked packaging from Member State B
if it is supplemented by the importer with stickers showing his firm' s name and further particulars
(batch number, use-by date, registration number, etc.) and with a strip containing five capsules cut from
an original blister strip?"

22 By order of the President of the Court of 15 March 1994, the above cases were joined for the purposes
of the written procedure, the oral procedure and the judgment.

23 In these questions, which it is convenient to examine together, the national court is essentially asking
in what circumstances a trade mark owner may, in accordance with Article 36 of the Treaty, rely on his
rights as owner to prevent an importer from marketing a pharmaceutical product which was put on the
market in another Member State by the owner or with his consent, where that importer has repackaged the
product in new external packaging through which the trade mark affixed to the original packaging has
been made visible, or has altered the contents and appearance of original external packaging while
preserving the trade mark affixed to it by the manufacturer. In particular, the Court is asked to explain the
significance and content of the concepts of "artificial partitioning of the markets" and adverse effect on
"the original condition of the product" established by its case-law, and to rule on the existence of certain
further conditions which the importer must fulfil.
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24 Before considering those questions, it should be mentioned that it has been argued before the Court
that the national legislation in question should be assessed in the light not of Article 36 of the Treaty but
of Article 7 of the First Council Directive (89/104/EEC) of 21 December 1988 to approximate the laws of
the Member States relating to trade marks (OJ 1989 L 40, p. 1; hereinafter "the directive"). That directive
was to be transposed into national law not later than 31 December 1992, the time-limit fixed by Council
Decision 92/10/EEC of 19 December 1991 postponing the date on which the national provisions applying
Directive 89/104/EEC to approximate the laws of the Member States relating to trade marks are to be put
into effect (OJ 1992 L 6, p. 35).

25 Since the national court has not referred any question on the interpretation of Article 7 of the directive,
the following two observations will suffice in that regard.

26 First, the consistent case-law of the Court shows that a directive may not of itself impose obligations
on an individual and cannot therefore be relied upon as such against an individual (see, in particular, Case
152/84 Marshall v Southampton and South-West Hampshire Area Health Authority [1986] ECR 723,
paragraph 48; Case C-106/89 Marleasing v La Comercial Internacional de Alimentacion [1990] ECR
I-4135, paragraph 6; Case C-91/92 Faccini Dori v Recreb [1994] ECR I-3325, paragraph 20). According to
that case-law, however, when applying national law, whether adopted before or after the directive, the
national court that has to interpret that law must do so, as far as possible, in the light of the wording and
the purpose of the directive so as to achieve the result it has in view and thereby comply with the third
paragraph of Article 189 of the EC Treaty.

27 Next, as stated in the judgment of the Court today in Joined Cases C-427/93, C-429/93 and C-436/93
Bristol-Myers Squibb and Others v Paranova, paragraph 40, Article 7 of the directive, like Article 36 of
the Treaty, is intended to reconcile the fundamental interest in protecting trade mark rights with the
fundamental interest in the free movement of goods within the common market, so that those two
provisions, which pursue the same result, must be interpreted in the same way.

28 As for the interpretation of Article 36 of the Treaty, prohibitions or restrictions on imports justified on
grounds of the protection of industrial and commercial property are authorized by that article, provided
they do not constitute a means of arbitrary discrimination or a disguised restriction on trade between
Member States.

29 The Court' s case-law shows that Article 36 allows derogations from the fundamental principle of the
free movement of goods within the common market only in so far as such derogations are justified in
order to safeguard the rights which constitute the specific subject-matter of the industrial and commercial
property in question.

30 Trade mark rights, the Court has held, constitute an essential element in the system of undistorted
competition which the Treaty is intended to establish. In such a system, undertakings must be able to
attract and retain customers by the quality of their products or services, which is possible only thanks to
the existence of distinctive signs allowing them to be identified. For the trade mark to be able to fulfil
that function, it must constitute a guarantee that all products which bear it have been manufactured under
the control of a single undertaking to which responsibility for their quality may be attributed (see Case
C-10/89 CNL-SUCAL v HAG GF [1990] ECR I-3711 ("HAG II"), paragraph 13, and Case C-9/93 IHT
Internationale Heiztechnik v Ideal Standard [1994] ECR I-2789, paragraphs 37 and 45).

31 Thus, as the Court has recognized on many occasions, the specific subject-matter of a trade mark is in
particular to guarantee to the owner that he has the exclusive right to use that trade mark for the purpose
of putting a product on the market for the first time and therefore to protect him against competitors
wishing to take advantage of the status and reputation of the trade mark
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by selling products bearing it illegally (see Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR
1139, paragraph 7; Case 1/81 Pfizer v Eurim-Pharm [1981] ECR 2913, paragraph 7; HAG II, paragraph
14; and IHT Internationale Heiztechnik, paragraph 33).

32 It follows that the owner of a trade mark protected by the legislation of a Member State cannot rely on
that legislation in order to oppose the importation or marketing of a product which was put on the market
in another Member State by him or with his consent (see, in particular, Case 16/74 Centrafarm v Winthrop
[1974] ECR 1183, paragraphs 7 to 11; HAG II, paragraph 12; and IHT Internationale Heiztechnik,
paragraphs 33 and 34).

33 Trade mark rights are not intended to allow their owners to partition national markets and thus promote
the retention of price differences which may exist between Member States. Whilst, in the pharmaceutical
market especially, such price differences may result from factors over which trade mark owners have no
control, such as divergent rules between the Member States on the fixing of maximum prices, the profit
margins of pharmaceutical wholesalers and pharmacies, or the maximum amount of medical expenses
which may be reimbursed under sickness insurance schemes, distortions caused by divergent pricing rules
in one Member State must be remedied by measures of the Community authorities and not by another
Member State introducing measures which are incompatible with the rules on the free movement of goods
(see, in particular, Winthrop, paragraphs 16 and 17).

34 In answering the question whether a trade mark owner' s exclusive rights include the power to oppose
the use of the trade mark by a third party after the product has been repackaged, account must be taken of
the essential function of the trade mark, which is to guarantee to the consumer or end user the identity of
the trade- marked product' s origin by enabling him to distinguish it without any risk of confusion from
products of different origin. That guarantee of origin means that the consumer or end user can be certain
that a trade-marked product offered to him has not been subject at a previous stage of marketing to
interference by a third person, without the authorization of the trade mark owner, in such a way as to
affect the original condition of the product (Hoffmann-La Roche, paragraph 7; Pfizer, paragraph 8).

35 Therefore, the right conferred upon the trade mark owner to oppose any use of the trade mark which is
liable to impair the guarantee of origin so understood forms part of the specific subject-matter of the trade
mark right, the protection of which may justify derogation from the fundamental principle of the free
movement of goods (Hoffmann-La Roche, paragraph 7; Pfizer, paragraph 9).

36 In Hoffmann-La Roche, the Court held, applying those principles, that Article 36 of the Treaty must be
interpreted as meaning that a trade mark owner may rely on his rights to prevent an importer from
marketing a product put on the market in another Member State by the owner or with his consent, where
that importer has repackaged the product in new packaging to which the trade mark has been reaffixed,
unless:

° it is established that reliance on the trade-mark right by the owner, having regard to the marketing
system which he has adopted, will contribute to the artificial partitioning of the markets between Member
States;

° it is shown that the repackaging cannot adversely affect the original condition of the product;

° the owner of the mark receives prior notice before the repackaged product is put on sale; and

° it is stated on the new packaging by whom the product has been repackaged.

37 Moreover, in Pfizer, the Court held that Article 36 of the Treaty is to be interpreted as not authorizing
a trade mark owner to rely on his rights as owner in order to prevent an importer from marketing a
pharmaceutical product which was put on the market in another Member State by the owner or with his
consent, when that importer repackaged the product merely by replacing the
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external packaging without touching the inner packaging, while leaving visible, through the new external
packaging, the trade mark affixed by the manufacturer on the inner packaging and at the same time clearly
indicating on the external packaging that the product was manufactured by the owner' s subsidiary and
repackaged by the importer.

38 With regard to the arguments raised in these cases, there is no reason in principle to distinguish
between the situation where a third party reaffixes the trade mark after repackaging the product, and the
situation where, after the product has been repackaged, he uses the trade mark affixed to the original
packaging by the manufacturer by leaving it visible through new external packaging or by retaining the
original external packaging itself.

39 In each case, the question is whether, having regard to the essential function of a trade mark, the
power of the owner to oppose the use of the trade mark by a third party after the product has been
repackaged falls within the specific subject-matter of the trade mark right.

40 That question is essentially answered by the Hoffmann-La Roche judgment, which shows that the
owner may legitimately oppose such use of his trade mark, unless the four conditions set out in that
judgment are satisfied.

41 That case-law must, however, be clarified further in the light of the arguments raised in these cases,
and in Bristol-Myers Squibb and Case C-232/94 MPA Pharma v Rhône-Poulenc, in which the Court has
also given judgment today.

Artificial partitioning of the markets between Member States

42 Reliance on trade mark rights by their owner in order to oppose marketing under that trade mark of
products repackaged by a third party would contribute to the partitioning of markets between Member
States in particular where the owner has placed an identical pharmaceutical product on the market in
several Member States in various forms of packaging, and the product may not, in the condition in which
it has been marketed by the trade mark owner in one Member State, be imported and put on the market in
another Member State by a parallel importer.

43 The trade mark owner cannot therefore oppose the repackaging of the product in new external
packaging, or the modification of the contents of an original external packet, when the packet size used by
the owner in the Member State where the importer purchased the product cannot be marketed in the
Member State of importation by reason, in particular, of a rule authorizing packaging only of a certain
size or a national practice to the same effect, sickness insurance rules making the reimbursement of
medical expenses depend on the size of the packaging, or well-established medical prescription practices
based, inter alia, on standard sizes recommended by professional groups and sickness insurance institutions.

44 Where, in accordance with the rules and practices in force in the Member State of importation, the
trade mark owner uses many different sizes of packaging in that State, the finding that one of those sizes
is also marketed in the Member State of exportation is not enough to justify the conclusion that
repackaging is unnecessary. Partitioning of the markets would exist if the importer were able to sell the
product in only part of his market.

45 The owner may, on the other hand, oppose the repackaging of the product in new external packaging
where the importer is able to achieve packaging which may be marketed in the Member State of
importation by, for example, affixing to the original external or inner packaging new labels in the
language of the Member State of importation, or by adding new user instructions or information in the
language of the Member State of importation.

46 The power of the owner of trade mark rights protected in a Member State to oppose the marketing of
repackaged products under the trade mark should be limited only in so far as the repackaging
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undertaken by the importer is necessary in order to market the product in the Member State of
importation.

47 Finally, contrary to the argument of the pharmaceutical manufacturers, the Court' s use of the words
"artificial partitioning of the markets" does not imply that the importer must demonstrate that, by putting
an identical product on the market in varying forms of packaging in different Member States, the trade
mark owner deliberately sought to partition the markets between Member States. By stating that the
partitioning in question must be artificial, the Court' s intention was to stress that the owner of a trade
mark may always rely on his rights thereunder in order to oppose the marketing of repackaged products
when such action is justified by the need to safeguard the essential function of the trade mark, in which
case the resultant partitioning could not be regarded as artificial.

Whether the original condition of the product is adversely affected

48 It should be clarified at the outset that the concept of adverse effects on the original condition of the
product refers to the condition of the product inside the packaging.

49 The trade mark owner may therefore oppose any repackaging involving a risk of the product inside the
package being exposed to tampering or to influences affecting its original condition. To determine whether
that applies, account must be taken, as the Court held in paragraph 10 of the Hoffmann-La Roche
judgment, of the nature of the product and the method of repackaging.

50 As regards pharmaceutical products, it follows from the same paragraph in Hoffmann-La Roche that
repackaging must be regarded as having been carried out in circumstances not capable of affecting the
original condition of the product where, for example, the trade mark owner has placed the product on the
market in double packaging and the repackaging affects only the external layer, leaving the inner
packaging intact, or where the repackaging is carried out under the supervision of a public authority in
order to ensure that the product remains intact.

51 It follows from that case-law that the mere removal of blister packs from their original external
packaging and their insertion with one or more original packages into new external packaging or their
insertion into another original package cannot affect the original condition of the product inside the
packaging.

52 The pharmaceutical manufacturers have argued nevertheless that even operations of that kind entail the
risk of adversely affecting the original condition of the product. Thus, blister packs coming originally from
different packages and grouped together in single external packaging might have come from different
production batches with different use-by dates.

53 Those arguments cannot be accepted. It is not possible for each hypothetical risk of isolated error to
suffice to confer on the trade mark owner the right to oppose any repackaging of pharmaceutical products
in new external packaging, or any modification in the contents of the original external packet.

54 It is for the national court to determine whether the cutting of blister packs or the reprinting of batch
numbers on them are carried out in such a manner as to exclude any real risk of affecting the original
condition of the tablets inside. That will be so in particular where those operations are authorized and
supervised by a public authority in order to ensure that the product remains intact.

55 As for operations consisting in the fixing of self-stick labels to original external packaging or blister
packs, or the addition to the packaging of new user instructions or information in the language of the
Member State of importation, there is nothing to suggest that the original condition of the product inside
the packaging is directly affected thereby.

56 It should be recognized, however, that the original condition of the product inside the packaging
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might be indirectly affected where, for example:

° the external or inner packaging of the repackaged product, or a new set of user instructions or
information, omits certain important information or gives inaccurate information concerning the nature,
composition, effect, use or storage of the product, or

° the packaging of the repackaged product is not such as to give the product adequate protection.

57 It is for the national court to assess whether that is so, in particular by making a comparison with the
product marketed by the trade mark owner in the Member State of importation. The possibility of the
importer providing certain additional information should not be excluded, however, provided that
information does not contradict the information provided by the trade mark owner in the Member State of
importation, that condition being met in particular in the case of different information resulting from the
packaging used by the owner in the Member State of exportation.

The other requirements to be met by the parallel importer

58 If the repackaging is carried out in conditions which cannot affect the original condition of the product
inside the packaging, the essential function of the trade mark as a guarantee of origin is safeguarded. The
consumer or end user is not misled as to the origin of the products, and does in fact receive products
manufactured under the sole supervision of the trade mark owner.

59 Whilst, in these circumstances, the conclusion that the trade mark owner may not rely on his rights as
owner in order to oppose the marketing under his trade mark of products repackaged by an importer is
essential in order to ensure the free movement of goods, it does nevertheless confer on the importer
certain rights which, in normal circumstances, are reserved for the trade mark owner himself.

60 In the interests of the owner as proprietor of the trade mark, and to protect him against any misuse,
those rights must therefore, as the Court held in Hoffmann-La Roche, be recognized only in so far as the
importer complies with a number of other requirements.

61 Since it is in the trade mark owner' s interest that the consumer or end user should not be led to
believe that the owner is responsible for the repackaging, an indication must be given on the packaging of
who repackaged the product.

62 As the Court has already stated, that indication must be clearly shown on the external packaging of the
repackaged product (Hoffmann-La Roche, paragraph 12, and Pfizer, paragraph 11). That implies, as the
Advocate General pointed out in paragraph 128 of his Opinion, that the national court must assess whether
it is printed in such a way as to be understood by a person with normal eyesight, exercising a normal
degree of attentiveness.

63 It is, however, not necessary to require that the further express statement be made on the packaging
that the repackaging was carried out without the authorization of the trade mark owner, since such a
statement could be taken to imply, as the Advocate General pointed out in paragraph 88 of his Opinion,
that the repackaged product is not entirely legitimate.

64 Nevertheless, as paragraph 11 of the Pfizer judgment shows, a clear indication may be required on the
external packaging as to who manufactured the product, since it may indeed be in the manufacturer' s
interest that the consumer or end user should not be led to believe that the importer is the owner of the
trade mark, and that the product was manufactured under his supervision.

65 Even if the person who carried out the repackaging is indicated on the packaging of the product, there
remains the possibility that the reputation of the trade mark, and thus of its owner, may nevertheless suffer
from an inappropriate presentation of the repackaged product. In such a case, the trade mark owner has a
legitimate interest, related to the specific subject-matter of the trade
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mark right, in being able to oppose the marketing of the product. In assessing whether the presentation of
the repackaged product is liable to damage the reputation of the trade mark, account must be taken of the
nature of the product and the market for which it is intended.

66 In the case of pharmaceutical products, that is certainly a sensitive area in which the public is
particularly demanding as to the quality and integrity of the product, and the presentation of the product
may indeed be capable of inspiring public confidence in that regard. It follows that defective, poor quality
or untidy packaging could damage the trade mark' s reputation.

67 However, the requirements to be met by the presentation of a repackaged pharmaceutical product vary
according to whether the product is sold to hospitals or, through pharmacies, to consumers. In the former
case, the products are administered to patients by professionals, for whom the presentation of the product
is of little importance. In the latter case, the presentation of the product is of greater importance for the
consumer, even if the fact that the products in question are subject to prescription by a doctor may in
itself give consumers some degree of confidence in the quality of the product.

68 It is for the national court to ascertain, in the light of the above, whether, in particular, the insertion
into single external packaging of both original external packaging and loose blister packs constitutes an
untidy form of packaging liable to damage the reputation of the trade mark. As for the cutting of blister
packs, it is for that court to assess in each particular case whether it has been carried out in such a
manner that the reputation of the trade mark might suffer.

69 Finally, as the Court pointed out in Hoffmann-La Roche, the trade mark owner must be given advance
notice of the repackaged product being put on sale. The owner may also require the importer to supply
him with a specimen of the repackaged product before it goes on sale, to enable him to check that the
repackaging is not carried out in such a way as directly or indirectly to affect the original condition of the
product and that the presentation after repackaging is not such as to damage the reputation of the trade
mark. Similarly, such a requirement affords the trade mark owner a better possibility of protecting himself
against counterfeiting.

70 Accordingly, the answer to the questions referred must be that Article 36 of the Treaty must be
interpreted as meaning that a trade mark owner may rely upon his rights as owner to prevent an importer
from marketing a pharmaceutical product which was put on the market in another Member State by the
owner or with his consent, where that importer has repackaged the product in new external packaging
through which the trade mark affixed to the original packaging has been made visible, or where he has
modified the contents and the appearance of original external packaging whilst preserving the trade mark
affixed thereto by the manufacturer, unless:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that requirement does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs from their original external
packaging and their insertion with one or more original packages into
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new external packaging, or their insertion in another original package, the fixing of self-stick labels on
original external packaging or blister packs, or the addition to the packaging of new user instructions or
information; it is for the national court to ascertain whether the cutting of blister packs or the reprinting of
batch numbers on them are carried out in such a manner as to exclude any real risk of affecting the
original condition of the tablets inside; that must be regarded as being the case where, for example, those
operations are authorized and supervised by a public authority with a view to ensuring that the product
remains intact; it is also for the national court to verify that the original condition of the product inside
the packaging is not indirectly affected, for example, by the fact that the external or inner packaging of
the repackaged product or new user instructions or information omits certain important information or
gives inaccurate information, or by the fact that the packaging of the repackaged product is not such as to
give the product adequate protection;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; however, it is not necessary to indicate that the repackaging was carried out
without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; it is for
the national court to ascertain whether the insertion into single external packaging of both original external
packaging and loose blister packs constitutes an untidy form of packaging liable to damage the reputation
of the trade mark; as for the cutting of blister packs, it is for that court to assess in each particular case
whether it has been carried out in such a manner that the reputation of the trade mark might suffer; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.
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Judgment of the Court
of 11 July 1996

Bristol-Myers Squibb v Paranova A/S (C-427/93) and C. H. Boehringer Sohn, Boehringer
Ingelheim KG and Boehringer Ingelheim A/S v Paranova A/S (C-429/93) and Bayer

Aktiengesellschaft and Bayer Danmark A/S v Paranova A/S (C-436/93).
Reference for a preliminary ruling: Sø- og Handelsretten - Denmark.

Directive 89/104/EEC to approximate the laws of the Member States relating to trade marks -
Article 36 of the EC Treaty - Repackaging of trade-marked products.

Joined cases C-427/93, C-429/93 and C-436/93.

++++

1. Approximation of laws ° Trade marks ° Directive 89/104 ° Product put on the market in a Member
State by the trade mark owner or with his consent ° Importation, after repackaging and reaffixing of the
trade mark, into another Member State ° Opposition by the trade mark owner ° Assessment on the basis of
the combined provisions of national law and Article 7 of the directive, interpreted in the light of Article
36 of the Treaty

(EC Treaty, Art. 36; Council Directive 89/104, Art. 7)

2. Approximation of laws ° Trade marks ° Directive 89/104 ° Product put on the market in a Member
State by the trade mark owner or with his consent ° Importation, after repackaging and reaffixing of the
trade mark, into another Member State ° Opposition by the trade mark owner ° Not permissible, by reason
of the principle of exhaustion established by Article 7(1) of the directive, save where the exceptions set
out in Article 7(2) apply

(EC Treaty, Arts 30 and 36; Council Directive 89/104, Art. 7(1) and (2))

3. Approximation of laws ° Trade marks ° Directive 89/104 ° Product put on the market in a Member
State by the trade mark owner or with his consent ° Importation, after repackaging and reaffixing of the
trade mark, into another Member State ° Opposition by the trade mark owner ° Permissibility by virtue of
the exceptions to the principle of exhaustion set out in Article 7(2) of the directive ° Conditions

(EC Treaty, Art. 36; Council Directive 89/104, Art. 7(2))

1. Reliance by a trade mark owner on his rights as owner in order to prevent an importer from marketing
a product which was put on the market in another Member State by the owner or with his consent where
that importer has repackaged the product and reaffixed the trade mark without the owner' s authorization,
is to be assessed on the basis of the combined provisions of national trade mark law and Article 7 of the
directive, interpreted in the light of Article 36 of the Treaty.

Article 7 of the directive comprehensively regulates the question of the exhaustion of trade mark rights for
products traded in the Community, so that national rules on the subject must be assessed in the light of
that article. However, whilst it is true that, where Community directives provide for the harmonization of
measures necessary to ensure the protection of the interests referred to in Article 36 of the Treaty, any
national measure relating thereto must be assessed in relation to the provisions of that directive and not
Articles 30 to 36 of the Treaty, the directive in question must, like any secondary legislation, be
interpreted in the light of the Treaty rules on the free movement of goods.

2. Article 7(1) of the First Directive 89/104 on trade marks, which is framed in terms corresponding to
those used by the Court in its case-law which, in interpreting Articles 30 and 36 of the Treaty, has
recognized in Community law the principle of the exhaustion of the rights conferred by a trade mark,
precludes a trade mark owner, save in the circumstances defined in Article 7(2), from relying on his
rights as owner to prevent an importer from marketing a product which was put on the market
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in another Member State by the owner or with his consent, even if that importer has repackaged the
product and reaffixed the trade mark without the owner' s authorization.

That case-law shows that the owner' s exclusive right to affix a trade mark to a product must in certain
circumstances be regarded as exhausted in order to allow an importer to market under that trade mark
products which were put on the market in another Member State by the owner or with his consent; the
non-application, outside the exceptions defined in Article 7(2), of the principle of exhaustion established in
Article 7(1), where the importer has repackaged the product and reaffixed the trade mark, would imply a
major alteration to the principles flowing from Articles 30 and 36 of the Treaty as interpreted by the
Court. There is nothing to suggest that Article 7 of the directive is intended to restrict the scope of that
case-law, nor would such an effect be permissible, since a directive cannot justify obstacles to
intra-Community trade save within the bounds set by the Treaty rules.

3. Article 7 of the First Directive 89/104 on trade marks, like Article 36 of the Treaty, is intended to
reconcile the fundamental interest in protecting trade mark rights with the fundamental interest in the free
movement of goods within the common market, so that those two provisions, which pursue the same
result, must be interpreted in the same way. Therefore, and in accordance with the Court' s case-law under
Article 36, Article 7(2) of Directive 89/104, which lays down exceptions to the exhaustion principle, must
be interpreted as meaning that the trade mark owner may legitimately oppose the further marketing of a
pharmaceutical product which has been put on the market in another Member State by the owner or with
his consent, where the importer has repackaged the product and reaffixed the trade mark thereto without
the owner' s authorization, unless the following conditions are satisfied:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that condition does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs, flasks, phials, ampoules or
inhalers from their original external packaging and their replacement in new external packaging, the fixing
of self-stick labels on the inner packaging of the product, the addition to the packaging of new user
instructions or information, or the insertion of an extra article; it is for the national court to verify that the
original condition of the product inside the packaging is not indirectly affected, for example, by the fact
that the external or inner packaging of the repackaged product or new user instructions or information
omits certain important information or gives inaccurate information, or the fact that an extra article inserted
in the packaging by the importer and designed for the ingestion and dosage of the product does not
comply with the method of use and the doses envisaged by the manufacturer;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; similarly, the origin of an extra article from a source other than the trade mark
owner must be indicated in such a way as to dispel any impression that the trade
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mark owner is responsible for it; however, it is not necessary to indicate that the repackaging was carried
out without the authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.

In Joined Cases C-427/93, C-429/93 and C-436/93,

REFERENCES to the Court under Article 177 of the EC Treaty by the Soe- og Handelsretten i
Koebenhavn (C-427/93 and C-429/93) and by the Hoejesteret (C-436/93) for a preliminary ruling in the
proceedings pending before those courts between

Bristol-Myers Squibb

and

Paranova A/S (C-427/93)

and between

C.H. Boehringer Sohn,

Boehringer Ingelheim KG,

Boehringer Ingelheim A/S

and

Paranova A/S (C-429/93),

and between

Bayer Aktiengesellschaft,

Bayer Danmark A/S

and

Paranova A/S (C-436/93),

on the interpretation of Article 7 of the First Council Directive (89/104/EEC) of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), and of Article
36 of the EC Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C.N. Kakouris, J.-P Puissochet and G. Hirsch (Presidents
of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, C. Gulmann (Rapporteur), P. Jann and H.
Ragnemalm, Judges,

Advocate General: F.G. Jacobs,

Registrars: H. von Holstein, Deputy Registrar,

L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:

° Bristol-Myers Squibb, by Kirsten Levinsen, Advokat, Copenhagen,
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° C.H. Boehringer Sohn, Boehringer Ingelheim KG and Boehringer Ingelheim A/S, by Karen
Dyekjaer-Hansen, Advokat, Copenhagen,

° Bayer Aktiengesellschaft and Bayer Danmark A/S, by Dietrich C. Ohlgart, Rechtsanwalt, Hamburg, and
Henrik Nebelong, Advokat, Copenhagen,

° Paranova A/S, by Erik B. Pfeiffer, Advokat, Copenhagen,

° the German Government, by Alexander von Muehlendahl, Ministerialrat at the Federal Ministry of
Justice, Alfred Dittrich, Regierungsdirektor at the same ministry, and Ernst Roeder, Ministerialrat at the
Federal Ministry of the Economy, acting as Agents,

° the French Government, by Hélène Duchêne, Secretary for Foreign Affairs in the legal directorate of the
Ministry of Foreign Affairs, and Edwige Belliard, Deputy Director in the same directorate, acting as
Agents,

° the Government of the United Kingdom, by Lucinda Hudson of the Treasury Solicitor' s Department,
acting as Agent, assisted by Michael Silverleaf, Barrister,

° the Commission of the European Communities, by Pieter van Nuffel and Anders Christian Jessen, of the
Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Bristol Myers-Squibb, represented by Peter-Ulrik Plesner Advokat,
Copenhagen, C.H. Boehringer Sohn, Boehringer Ingelheim KG and Boehringer Ingelheim A/S, represented
by Karen Dyekjaer-Hansen, Bayer Aktiengesellschaft and Bayer Danmark A/S, represented by Henrik
Nebelong and Dietrich C. Ohlgart, Paranova A/S, represented by Erik B. Pfeiffer, the French Government,
represented by Philippe Martinet, Secretary for Foreign Affairs in the legal directorate of the Ministry of
Foreign Affairs, acting as Agent, of the Government of the United Kingdom, represented by Lindsey
Nicoll of the Treasury Solicitor' s Department, acting as Agent, and by Michael Silverleaf, and of the
Commission, represented by Richard Wainwright, Hans Peter Hartvig and Angela Bardenhewer, acting as
Agents, at the hearing on 4 October 1995,

after hearing the Opinion of the Advocate General at the sitting on 14 December 1995,

gives the following

Judgment

Costs

80 The costs incurred by the German, French and United Kingdom Governments and by the Commission
of the European Communities, which have submitted observations to the Court, are not recoverable. Since
these proceedings are, for the parties to the main proceedings, a step in the actions pending before the
national courts, the decision on costs is a matter for those courts.

On those grounds,

THE COURT

in answer to the questions referred to it by the Soe- og Handelsretten i Koebenhavn by orders of 22
October (C-427/93) and 21 October 1993 (C-429/93) and by the Hoejesteret by order of 1 November 1993
(C-436/93), hereby rules:

1. The reliance by a trade mark owner on his rights as owner in order to prevent an importer from
marketing a product which was put on the market in another Member State by the owner or with his
consent where that importer has repackaged the product and reaffixed the trade mark without the
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owner' s authorization, is to be assessed on the basis of the combined provisions of national trade mark
law and Article 7 of the First Council Directive (89/104/EEC) of 21 December 1988 to approximate the
laws of the Member States relating to trade marks, interpreted in the light of Article 36 of the EC Treaty.

2. Save in the circumstances defined in Article 7(2), Article 7(1) of Directive 89/104 precludes the owner
of a trade mark from relying on his rights as owner to prevent an importer from marketing a product
which was put on the market in another Member State by the owner or with his consent, even if that
importer repackaged the product and reaffixed the trade mark to it without the owner' s authorization.

3. Article 7(2) of Directive 89/104 must be interpreted as meaning that the trade mark owner may
legitimately oppose the further marketing of a pharmaceutical product where the importer has repackaged
the product and reaffixed the trade mark unless:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and is carried out in such conditions that the original condition of the product cannot be
affected by it; that condition does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs, flasks, phials, ampoules or
inhalers from their original external packaging and their replacement in new external packaging, the fixing
of self-stick labels on the inner packaging of the product, the addition to the packaging of new user
instructions or information, or the insertion of an extra article; it is for the national court to verify that the
original condition of the product inside the packaging is not indirectly affected, for example, by the fact
that the external or inner packaging of the repackaged product or new user instructions or information
omits certain important information or gives inaccurate information, or the fact that an extra article inserted
in the packaging by the importer and designed for the ingestion and dosage of the product does not
comply with the method of use and the doses envisaged by the manufacturer;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; similarly, the origin of an extra article from a source other than the trade mark
owner must be indicated in such a way as to dispel any impression that the trade mark owner is
responsible for it; however, it is not necessary to indicate that the repackaging was carried out without the
authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation of the
trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy; and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.

1 By orders of 22 October (C-427/93), 21 October (C-429/93) and 1 November 1993 (C-436/93),
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received at the Court respectively on 25 and 26 October and 4 November 1993, the Soe- og Handelsretten
i Koebenhavn (Maritime and Commercial Court of Copenhagen) (in Cases C-427/93 and C-429/93) and
the Hoejesteret (Supreme Court) (in Case C-436/93) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty a number of questions on the interpretation of Article 7 of the First Council
Directive (89/104/EEC) of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1; hereinafter "the directive") and Article 36 of the EC Treaty.

2 Those questions were raised in three disputes between, on the one hand, Bristol-Myers Squibb, C.H.
Boehringer Sohn, Boehringer Ingelheim KG and Boehringer Ingelheim A/S (hereinafter "Boehringer"), and
Bayer Aktiengesellschaft and Bayer Danmark A/S (hereinafter "Bayer"), which are pharmaceutical
manufacturers, and, on the other hand, Paranova A/S (hereinafter "Paranova"), which imports into Denmark
certain products manufactured by those companies.

Legal background

3 Under Article 36 of the Treaty, prohibitions or restrictions on imports between Member States which are
justified on grounds of the protection of industrial and commercial property are permissible, provided they
do not constitute a means of arbitrary discrimination or a disguised restriction on trade between Member
States.

4 Article 5 of the directive, concerning "Rights conferred by a trade mark", is worded as follows:

"1. The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall
be entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

2. ...

3. The following, inter alia, may be prohibited under paragraphs 1 and 2:

(a) affixing the sign to the goods or to the packaging thereof;

(b) offering the goods, or putting them on the market or stocking them for these purposes under that sign,
or offering or supplying services thereunder;

(c) importing or exporting the goods under the sign;

(d) using the sign on business papers and in advertising.

...".

5 Article 7 of the directive establishes the principle of "exhaustion of the rights conferred by a trade
mark" by providing as follows:

"1. The trade mark shall not entitle the proprietor to prohibit its use in relation to goods which have
been put on the market in the Community under that trade mark by the proprietor or with his consent.

2. Paragraph 1 shall not apply where there exist legitimate reasons for the proprietor to oppose further
commercialization of the goods, especially where the condition of the goods is changed or
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impaired after they have been put on the market."

6 Those provisions were transposed into Danish law by Articles 4 and 6 respectively of Law No 341 of 6
June 1991 on manufacturing, commercial and collective trade marks.

The facts and the questions referred

7 Bristol-Myers Squibb markets in various Member States pharmaceutical products manufactured by itself
or an associated company, and holds the rights in relation to the registration in Denmark of the trade
marks "Capoten", "Mycostatin", "Vepesid", "Vumon" and "Diclocil". Capoten is used for lowering blood
pressure and is marketed as tablets in blister packs. Mycostatin is a mixture for the treatment of mycotic
infections of the mouth marketed in flasks. Vepesid is an anti-cancer drug sold in phials or as tablets in
blister packs. Vumon is also an anti-cancer drug packaged in ampoules. Diclocil is an antibiotic for
treating infections, marketed as capsules in blister packs.

8 Boehringer manufactures pharmaceutical products in Germany and markets them throughout the
Community. It registered in Denmark the trade mark "Boehringer Ingelheim", which is used generally on
its pharmaceuticals, and the trade marks "Atrovent", "Berodual", "Berotec" and "Catapresan", which are
used to designate specific pharmaceutical products. Atrovent, Berodual and Berotec are used for the
treatment of bronchial asthma and sold in aerosols. They are marketed throughout all Member States in
aerosol inhalers, but with differing quantities of the active ingredient. Catapresan is used to treat high
blood pressure and marketed as tablets in blister packs.

9 Bayer manufactures and markets in various Member States a pharmaceutical product under the name
"Adalat", which it had registered as a trade mark in Denmark along with its company name Bayer. Adalat
is used to treat heart and circulatory diseases. For a number of years, it was marketed in Denmark in
packages of 30 or 100 tablets, in blister packs containing 10 tablets each. Since 1990, only packages of
100 tablets have been sold in Denmark. In other Member States, Adalat is sold in packages of varying
sizes, containing 20, 30, 50, 60 or 100 tablets.

10 Paranova is a company which distributes pharmaceutical products imported in parallel. It has purchased
the abovementioned products in batches in Member States where prices are relatively low (Greece, the
United Kingdom, Spain and Portugal) and imported them into Denmark, where it sells them below the
manufacturers' official sale prices while still making a profit.

11 For the purposes of sale in Denmark, Paranova repackaged all the medicines in new external packaging
with a uniform appearance and its own style, namely white with coloured stripes corresponding to the
colours of the manufacturers' original packaging. That packaging displayed, inter alia, the respective trade
marks of the manufacturers and the statement that the product had been manufactured respectively by
"Bristol-Myers Squibb", "Boehringer Ingelheim" and "Bayer", together with the indication "imported and
repackaged by Paranova".

12 In the case of Capoten, Diclocil, Catapresan and Adalat, the repackaging by Paranova involved a
change in packet size.

13 Regarding Adalat in particular, the Danish packaging used by Bayer bore the words "Adalat 20mg".
Paranova imported Adalat from Greece, where the product was sold in a packet of three blister packs of
10 tablets each, and repackaged it in packets with the description "Adalat retard" containing 10 blister
packs of 10 tablets.

14 In addition to replacing the external packaging, Paranova carried out the following operations.

15 In the case of Vepesid and Vumon, it removed the phials and ampoules from their surrounding padding
and attached to each phial or ampoule a new self-stick label covering that of the manufacturer. The new
label bore the trade mark of Bristol-Myers Squibb together with the indications "manufactured
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by Bristol-Myers Squibb" and "imported and repackaged by Paranova". The phials and ampoules were then
replaced in the original padding and put in the new external packaging. In the case of Mycostatin,
Atrovent, Berodual and Berotec, Paranova also covered the original labels of the flasks or inhalers with its
own label showing, inter alia, the manufacturers' trade marks.

16 In the case of Vepesid, Vumon, Berodual and Berotec, Paranova included with the new packaging user
information in Danish.

17 In the packaging of Mycostatin, Paranova replaced the spray in the original packaging with a spray
from a source other than Bristol-Myers Squibb.

18 In addition, and in accordance with the relevant Danish rules, Paranova registered the products as
pharmaceutical specialities in the Danish register of such specialities, using the same names as the
manufacturers.

19 Bristol-Myers Squibb and Boehringer brought proceedings against Paranova before the Soe- og
Handelsretten, claiming, inter alia, that the defendant should be obliged to recognize that it had infringed
the plaintiffs' trade marks by affixing them without the plaintiffs' consent to products it offered for sale,
and that the defendant should be ordered to desist from affixing those trade marks to the products it
repackaged and marketed.

20 The national court decided to stay the proceedings and refer the following questions to the Court for a
preliminary ruling:

"1. Is Article 7(1) of Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of
the Member States relating to trade marks to be interpreted as meaning that unless Article 7(2) applies
the proprietor of a trade mark who has put goods into circulation in a Member State under a trade
mark cannot prevent a third party from importing the goods into another Member State in order to
market the goods there under the same trade mark even if that third party has attached to the inner
packaging of the goods labels on which the trade mark is affixed and substituted for the original outer
packaging a new packaging on which the trade mark is affixed?

It is stressed that the question does not seek a ruling on cases in which the second sentence of Article 36
of the Treaty might justify repackaging and reaffixing a mark in accordance with the principles set out in
Case 102/77 but only on whether Article 7(1) is to be construed as meaning that apart from laying down
the general principle of the exhaustion of trade mark rights within the European Community it also entails
a general limitation on the rights otherwise conferred on trade mark proprietors regarding use of the trade
mark for which the trade mark proprietor has not given his consent.

2. If the answer to Question 1 is affirmative, does Article 7(2) of Directive 89/104/EEC, after
implementation, entail that the case-law of the Court of Justice as set out in Case 102/77 and developed
subsequently comes to be of subsidiary importance since the right to repackage will primarily fall to be
determined in application of national provisions corresponding to Article 7(2) of the said directive?"

21 In Case C-427/93, the Soe- og Handelsretten also referred the two following questions:

"3. On the premise that Article 7(1) of the said directive is intended to permit parallel importers to
reaffix trade marks, must the fact that goods are repackaged be regarded as 'legitimate reasons' for the
purposes of Article 7(2)?

In particular, does it make any difference that it is only the outer packaging that has been repackaged and
remarked but not the inner packaging?

4. With regard to the derogating provision in the second sentence of Article 36 of the Treaty
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and in the light of the judgment of the Court of Justice in Case 102/77, what may be described as a
partitioning of the market for a specific product and, in particular, what distinguishing factors are to be
taken into account in assessing whether an artificial partitioning of markets between the Member States
can be said to exist for a specific product in connection with the sales system applied by the trade mark
proprietor?"

22 Bayer brought proceedings against Paranova before the Soe- og Handelsretten, which dismissed the
action. It then appealed to the Hoejesteret, which referred the following questions to the Court:

"1. Must the possibility for a trade mark proprietor to oppose a parallel importer' s action in replacing
wholly or in part the original packaging of his goods by new packaging on which the parallel importer
reaffixes the trade mark be determined under national trade mark law only in conjunction with Article
7(1) and (2) of the First Council Directive (89/104/EEC of 21 December 1988) to approximate the laws
of the Member States relating to trade marks or also in conjunction with the first and second sentences
of Article 36 of the EC Treaty?

2. In assessing the legal steps that may be taken by the trade mark proprietor, is it significant whether
there may be said to exist an 'artificial partitioning of the markets' for trade in the goods in question?

If so, the Court is asked to specify what is the significance as regards such steps.

3. If Question 2 is answered in the affirmative, is it significant for the rights of the trade mark proprietor
whether he had the intention to create or exploit such an artificial partitioning of the markets?

If so, the Court is asked to specify what is the significance as regards those rights.

4. In connection with Question 3, must the parallel importer show or else establish a probability that there
was intent or must the trade mark proprietor show or establish a probability that there was no intent?

5. Is the reaffixing of the trade mark, as described in Question 1, in itself sufficient 'legitimate reason'
within the meaning of Article 7 of the Directive or must the trade mark proprietor in addition show
further circumstances, for example that the condition of the goods is changed or impaired when they are
put on the market by the parallel importer?"

23 By order of the President of the Court of 18 November 1993, those cases were joined for the purposes
of the written procedure, the oral procedure and the judgment.

The application of Article 7 of the directive

24 In the first question in Case C-436/93, the Hoejesteret is essentially asking whether the reliance by a
trade mark owner on his rights as owner in order to prevent an importer from marketing a product which
was put on the market in another Member State by the owner or with his consent, in circumstances where
that importer has repackaged the product and reaffixed the trade mark without the owner' s authorization,
is to be assessed on the basis of the combined provisions of national trade mark law and Article 7 of the
directive only, or whether account must also be taken of Article 36 of the Treaty.

25 Where Community directives provide for the harmonization of measures necessary to ensure the
protection of the interests referred to in Article 36 of the Treaty, any national measure relating thereto
must be assessed in relation to the provisions of that directive and not Articles 30 to 36 of the Treaty (see
Case 5/77 Tedeschi v Denkavit [1977] ECR 1555, paragraph 35; Case 227/82 Van Bennekom [1983] ECR
3883, paragraph 35; Case C-37/92 Vanacker and Lesage [1993] ECR I-4947,
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paragraph 9; and Case C-323/93 Centre d' Insémination de la Crespelle v Coopérative de la Mayenne
[1994] ECR I-5077, paragraph 31).

26 Article 7 of the directive is worded in general terms and comprehensively regulates the question of the
exhaustion of trade mark rights for products traded in the Community. Therefore, national rules on the
subject must be assessed in the light of that article.

27 Like any secondary legislation, however, the directive must be interpreted in the light of the Treaty
rules on the free movement of goods and in particular Article 36 (see Case C-47/90 Delhaize v Promalvin
[1992] ECR I-3669, paragraph 26; and Case C-315/92 Verband Sozialer Wettbewerb v Clinique
Laboratoires and Estée Lauder [1994] ECR I-317, paragraph 12).

28 The answer to the first question in Case C-436/93 must therefore be that the reliance by a trade mark
owner on his rights as owner in order to prevent an importer from marketing a product which was put on
the market in another Member State by the owner or with his consent where that importer has repackaged
the product and reaffixed the trade mark without the owner' s authorization, is be assessed on the basis of
the combined provisions of national trade mark law and Article 7 of the directive, interpreted in the light
of Article 36 of the Treaty.

The interpretation of Article 7(1) of the directive

29 In the first question in Cases C-427/93 and C-429/93, the Soe- og Handelsretten is essentially asking
whether, save in the circumstances specified in Article 7(2), Article 7(1) of the directive precludes a trade
mark owner from relying on his rights as owner to prevent an importer from marketing a product which
was put on the market in another Member State by the owner or with his consent, even if that importer
has repackaged the product and reaffixed the trade mark without the owner' s authorization.

30 Article 7(1) of the directive provides that the rights conferred by a trade mark do not entitle the
proprietor to prohibit its use in relation to goods which have been put on the market in the Community
under that trade mark by the proprietor or with his consent.

31 That provision is framed in terms corresponding to those used by the Court in judgments which, in
interpreting Articles 30 and 36 of the Treaty, have recognized in Community law the principle of the
exhaustion of the rights conferred by a trade mark. It reiterates the case-law of the Court to the effect that
the owner of a trade mark protected by the legislation of a Member State cannot rely on that legislation to
prevent the importation or marketing of a product which was put on the market in another Member State
by him or with his consent (see, in particular, Case 16/74 Centrafarm v Winthrop [1974] ECR 1183,
paragraphs 7 to 11; Case C-10/89 CNL-SUCAL v HAG GF [1990] ECR I-3711, paragraph 12 ("HAG
II"); and Case C-9/93 IHT Internationale Heiztechnik v Ideal Standard [1994] ECR I-2789, paragraphs 33
and 34).

32 It has nevertheless been argued by the plaintiffs in the main actions and by the German Government
that Article 7(1) of the directive does not confer on the parallel importer any right other than to resell the
products in the form in which the trade mark owner put them on the market in another Member State. In
their view, the owner' s exclusive right under Article 5 of the directive to affix the trade mark to a
product is not exhausted, so that, even apart from the exceptions set out in Article 7(2), the owner may
prohibit the affixing of the trade mark to repackaged products.

33 That argument cannot be accepted.

34 The Court' s case-law on Article 36 of the Treaty shows that the owner' s exclusive right to affix a
trade mark to a product must in certain circumstances be regarded as exhausted in order to allow an
importer to market under that trade mark products which were put on the market in another Member State
by the owner or with his consent (see Case 102/77 Hoffmann-La Roche v Centrafarm
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[1978] ECR 1139; Case 3/78 Centrafarm v American Home Products Corporation [1978] ECR 1823; and
the judgments given today in Joined Cases C-71/94, C-72/94 and C-73/94 Eurim-Pharm v Beiersdorf and
in Case C-232/94 MPA Pharma v Rhône-Poulenc Pharma).

35 To accept the argument that the principle of exhaustion under Article 7(1) cannot apply if the importer
has repackaged the product and reaffixed the trade mark would therefore imply a major alteration to the
principles flowing from Articles 30 and 36 of the Treaty.

36 There is nothing to suggest that Article 7 of the directive is intended to restrict the scope of that
case-law. Nor would such an effect be permissible, since a directive cannot justify obstacles to
intra-Community trade save within the bounds set by the Treaty rules. The Court' s case-law shows that
the prohibition on quantitative restrictions and measures having equivalent effect applies not only to
national measures but also to those emanating from Community institutions (see, most recently, Case
C-51/93 Meyhui v Schott Zwiesel Glaswerke [1994] ECR I-3879, paragraph 11).

37 The answer to the first question in Cases C-427/93 and C-429/93 must therefore be that, save in the
circumstances defined in Article 7(2), Article 7(1) of the directive precludes the owner of a trade mark
from relying on his rights as owner to prevent an importer from marketing a product which was put on
the market in another Member State by the owner or with his consent, even if that importer repackaged
the product and reaffixed the trade mark to it without the owner' s authorization.

The interpretation of Article 7(2) of the directive

38 In the second question in Cases C-427/93 and C-429/93, the third and fourth questions in Case
C-427/93 and the second, third, fourth and fifth questions in Case C-436/93, the national courts are
essentially asking for a definition of the circumstances in which a trade mark owner may, under Article
7(2) of the directive, oppose the further marketing of a pharmaceutical product which has been repackaged
by the importer and to which the owner' s trade mark has been reaffixed. In particular, they ask whether
the case-law under Article 36 of the Treaty is relevant when applying Article 7(2) of the directive, and, if
it is, what is the significance and content of the concepts established by that case-law regarding the
"artificial partitioning of the markets" and adverse effect on "the original condition of the product".

39 Article 7(2) of the directive provides that the owner of a trade mark may oppose the further
commercialization of products where there is a legitimate reason for doing so, especially where the
condition of the products has been changed or impaired since they were put on the market. The use of the
word "especially" shows that the case envisaged is given only as an example.

40 Article 7 of the directive, like Article 36 of the Treaty, is intended to reconcile the fundamental interest
in protecting trade mark rights with the fundamental interest in the free movement of goods within the
common market, so that those two provisions, which pursue the same result, must be interpreted in the
same way.

41 The Court' s case-law under Article 36 must therefore be taken as the basis for determining whether,
under Article 7(2) of the directive, a trade mark owner may oppose the marketing of repackaged products
to which the trade mark has been reaffixed.

42 The Court' s case-law shows that Article 36 allows derogations from the fundamental principle of the
free movement of goods within the common market only in so far as such derogations are justified in
order to safeguard the rights which constitute the specific subject-matter of the industrial and commercial
property in question.

43 Trade mark rights, the Court has held, constitute an essential element in the system of undistorted
competition which the Treaty is intended to establish. In such a system, undertakings must be able to
attract and retain customers by the quality of their products or services, which is possible
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only thanks to the existence of distinctive signs allowing them to be identified. For the trade mark to be
able to fulfil that function, it must constitute a guarantee that all products which bear it have been
manufactured under the control of a single undertaking to which responsibility for their quality may be
attributed (see HAG II, paragraph 13, and IHT Internationale Heiztechnik, paragraphs 37 and 45).

44 Thus, as the Court has recognized on many occasions, the specific subject-matter of a trade mark is in
particular to guarantee to the owner that he has the exclusive right to use that trade mark for the purpose
of putting a product on the market for the first time and therefore to protect him against competitors
wishing to take advantage of the status and reputation of the trade mark by selling products bearing it
illegally (see Hoffmann-La Roche v Centrafarm, paragraph 7; Case 1/81 Pfizer v Eurim-Pharm [1981]
ECR 2913, paragraph 7; HAG II, paragraph 14; and IHT Internationale Heiztechnik, paragraph 33).

45 It follows that, as mentioned above, the owner of a trade mark protected by the legislation of a
Member State cannot rely on that legislation in order to oppose the importation or marketing of a product
which was put on the market in another Member State by him or with his consent (see, in particular,
Winthrop, paragraphs 7 to 11; HAG II, paragraph 12; and IHT Internationale Heiztechnik, paragraphs 33
and 34).

46 Trade mark rights are not intended to allow their owners to partition national markets and thus promote
the retention of price differences which may exist between Member States. Whilst, in the pharmaceutical
market especially, such price differences may result from factors over which trade mark owners have no
control, such as divergent rules between the Member States on the fixing of maximum prices, the profit
margins of pharmaceutical wholesalers and pharmacies, or the maximum amount of medical expenses
which may be reimbursed under sickness insurance schemes, distortions caused by divergent pricing rules
in one Member State must be remedied by measures of the Community authorities and not by another
Member State introducing measures which are incompatible with the rules on the free movement of goods
(see, in particular, Winthrop, paragraphs 16 and 17).

47 In answering the question whether a trade mark owner' s exclusive rights include the power to oppose
the use of the trade mark by a third party after the product has been repackaged, account must be taken of
the essential function of the trade mark, which is to guarantee to the consumer or end user the identity of
the trade- marked product' s origin by enabling him to distinguish it without any risk of confusion from
products of different origin. That guarantee of origin means that the consumer or end user can be certain
that a trade-marked product offered to him has not been subject at a previous stage of marketing to
interference by a third person, without the authorization of the trade mark owner, in such a way as to
affect the original condition of the product (Hoffmann-La Roche, paragraph 7; Pfizer, paragraph 8).

48 Therefore, the right conferred upon the trade mark owner to oppose any use of the trade mark which is
liable to impair the guarantee of origin so understood forms part of the specific subject-matter of the trade
mark right, the protection of which may justify derogation from the fundamental principle of the free
movement of goods (Hoffmann-La Roche, paragraph 7; Pfizer, paragraph 9).

49 In Hoffmann-La Roche, the Court held, applying those principles, that Article 36 of the Treaty must be
interpreted as meaning that a trade mark owner may rely on his rights as owner to prevent an importer
from marketing a product put on the market in another Member State by the owner or with his consent,
where that importer has repackaged the product in new packaging to which the trade mark has been
reaffixed, unless:

° it is established that the use of the trade-mark right by the owner, having regard to the marketing system
which he has adopted, will contribute to the artificial partitioning of the markets between
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Member States;

° it is shown that the repackaging cannot adversely affect the original condition of the product;

° the owner of the mark receives prior notice before the repackaged product is put on sale; and

° it is stated on the new packaging by whom the product has been repackaged.

50 In accordance with that case-law, Article 7(2) of the directive must therefore be interpreted as meaning
that a trade mark owner may legitimately oppose the further marketing of a pharmaceutical product where
the importer has repackaged it and reaffixed the trade mark, unless the four conditions set out in the
Hoffmann-La Roche judgment, cited above, have been met.

51 That case-law must, however, be clarified further in the light of the arguments raised in these cases,
and in the cases of Eurim-Pharm v Beiersdorf (C-71/94, C-72/94 and C-73/94) and MPA Pharma v
Rhône-Poulenc (C-232/94), in which the Court has also given judgment today.

Artificial partitioning of the markets between Member States

52 Reliance on trade mark rights by their owner in order to oppose marketing under that trade mark of
products repackaged by a third party would contribute to the partitioning of markets between Member
States in particular where the owner has placed an identical pharmaceutical product on the market in
several Member States in various forms of packaging, and the product may not, in the condition in which
it has been marketed by the trade mark owner in one Member State, be imported and put on the market in
another Member State by a parallel importer.

53 The trade mark owner cannot therefore oppose the repackaging of the product in new external
packaging when the size of packet used by the owner in the Member State where the importer purchased
the product cannot be marketed in the Member State of importation by reason, in particular, of a rule
authorizing packaging only of a certain size or a national practice to the same effect, sickness insurance
rules making the reimbursement of medical expenses depend on the size of the packaging, or
well-established medical prescription practices based, inter alia, on standard sizes recommended by
professional groups and sickness insurance institutions.

54 Where, in accordance with the rules and practices in force in the Member State of importation, the
trade mark owner uses many different sizes of packaging in that State, the finding that one of those sizes
is also marketed in the Member State of exportation is not enough to justify the conclusion that
repackaging is unnecessary. Partitioning of the markets would exist if the importer were able to sell the
product in only part of his market.

55 The owner may, on the other hand, oppose the repackaging of the product in new external packaging
where the importer is able to achieve packaging which may be marketed in the Member State of
importation by, for example, affixing to the original external or inner packaging new labels in the
language of the Member State of importation, or by adding new user instructions or information in the
language of the Member State of importation, or by replacing an additional article not capable of gaining
approval in the Member State of importation with a similar article that has obtained such approval.

56 The power of the owner of trade mark rights protected in a Member State to oppose the marketing of
repackaged products under the trade mark should be limited only in so far as the repackaging undertaken
by the importer is necessary in order to market the product in the Member State of importation.

57 Finally, contrary to the argument of the plaintiffs in the main actions, the Court' s use of the words
"artificial partitioning of the markets" does not imply that the importer must demonstrate that, by putting
an identical product on the market in varying forms of packaging in different Member States, the trade
mark owner deliberately sought to partition the markets between Member States. By stating that the
partitioning in question must be artificial, the Court' s intention was to
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stress that the owner of a trade mark may always rely on his rights as owner to oppose the marketing of
repackaged products when such action is justified by the need to safeguard the essential function of the
trade mark, in which case the resultant partitioning could not be regarded as artificial.

Whether the original condition of the product is adversely affected

58 In the light of the arguments of the plaintiffs in the main actions, it should be clarified at the outset
that the concept of adverse effects on the original condition of the product refers to the condition of the
product inside the packaging.

59 The trade mark owner may therefore oppose any repackaging involving a risk of the product inside the
package being exposed to tampering or to influences affecting its original condition. To determine whether
that applies, account must be taken, as the Court held in paragraph 10 of the Hoffmann-La Roche
judgment, of the nature of the product and the method of repackaging.

60 As regards pharmaceutical products, it follows from the same paragraph in Hoffmann-La Roche that
repackaging must be regarded as having been carried out in circumstances not capable of affecting the
original condition of the product where, for example, the trade mark owner has placed the product on the
market in double packaging and the repackaging affects only the external layer, leaving the inner
packaging intact, or where the repackaging is carried out under the supervision of a public authority in
order to ensure that the product remains intact.

61 It follows from that case-law that the mere removal of blister packs, flasks, phials, ampoules or inhalers
from their original external packaging and their replacement in new external packaging cannot affect the
original condition of the product inside the packaging.

62 The plaintiffs in the main actions have argued nevertheless that even operations of that kind entail the
risk of adversely affecting the original condition of the product. Thus, blister packs coming originally from
different packets and grouped together in single external packaging might have come from different
production batches with different use-by dates, products might have been stored for too long, and
light-sensitive products might have been damaged by light during repackaging.

63 Those arguments cannot be accepted. It is not possible for each hypothetical risk of isolated error to
suffice to confer on the trade mark owner the right to oppose any repackaging of pharmaceutical products
in new external packaging.

64 As for operations consisting in the fixing of self-stick labels to flasks, phials, ampoules or inhalers, the
addition to the packaging of new user instructions or information in the language of the Member State of
importation, or the insertion of an extra article, such as a spray, from a source other than the trade mark
owner, there is nothing to suggest that the original condition of the product inside the packaging is
directly affected thereby.

65 It should be recognized, however, that the original condition of the product inside the packaging might
be indirectly affected where, for example:

° the external or inner packaging of the repackaged product, or a new set of user instructions or
information, omits certain important information or gives inaccurate information concerning the nature,
composition, effect, use or storage of the product, or

° an extra article inserted into the packaging by the importer and designed for the ingestion and dosage of
the product does not comply with the method of use and the doses envisaged by the manufacturer.

66 It is for the national court to assess whether that is so, in particular by making a comparison with the
product marketed by the trade mark owner in the Member State of importation. The possibility of the
importer providing certain additional information should not be excluded, however, provided that
information does not contradict the information provided by the trade mark owner in the Member
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State of importation, that condition being met in particular in the case of different information resulting
from the packaging used by the owner in the Member State of exportation.

The other requirements to be met by the parallel importer

67 If the repackaging is carried out in conditions which cannot affect the original condition of the product
inside the packaging, the essential function of the trade mark as a guarantee of origin is safeguarded.
Thus, the consumer or end user is not misled as to the origin of the products, and does in fact receive
products manufactured under the sole supervision of the trade mark owner.

68 Whilst, in these circumstances, the conclusion that the trade mark owner may not rely on his rights as
owner in order to oppose the marketing under his trade mark of products repackaged by an importer is
essential in order to ensure the free movement of goods, it does nevertheless confer on the importer
certain rights which, in normal circumstances, are reserved for the trade mark owner himself.

69 In the interests of the owner as proprietor of the trade mark, and to protect him against any misuse,
those rights must therefore, as the Court held in Hoffmann-La Roche, be recognized only in so far as the
importer complies with a number of other requirements.

70 Since it is in the trade mark owner' s interest that the consumer or end user should not be led to
believe that the owner is responsible for the repackaging, an indication must be given on the packaging of
who repackaged the product.

71 As the Court has already stated, that indication must be clearly shown on the external packaging of the
repackaged product (Hoffmann-La Roche, paragraph 12, and Pfizer, paragraph 11). That implies, as the
Advocate General pointed out in paragraph 128 of his Opinion, that the national court must assess whether
it is printed in such a way as to be understood by a person with normal eyesight, exercising a normal
degree of attentiveness.

72 It is, however, not necessary to require that the further express statement be made on the packaging
that the repackaging was carried out without the authorization of the trade mark owner, since such a
statement could be taken to imply, as the Advocate General pointed out in paragraph 88 of his Opinion,
that the repackaged product is not entirely legitimate.

73 However, where the parallel importer has added to the packaging an extra article from a source other
than the trade mark owner, he must ensure that the origin of the extra article is indicated in such a way as
to dispel any impression that the trade mark owner is responsible for it.

74 Similarly, as paragraph 11 of the Pfizer judgment shows, a clear indication may be required on the
external packaging as to who manufactured the product, since it may indeed be in the manufacturer' s
interest that the consumer or end user should not be led to believe that the importer is the owner of the
trade mark, and that the product was manufactured under his supervision.

75 Even if the person who carried out the repackaging is indicated on the packaging of the product, there
remains the possibility that the reputation of the trade mark, and thus of its owner, may nevertheless suffer
from an inappropriate presentation of the repackaged product. In such a case, the trade mark owner has a
legitimate interest, related to the specific subject-matter of the trade mark right, in being able to oppose
the marketing of the product. In assessing whether the presentation of the repackaged product is liable to
damage the reputation of the trade mark, account must be taken of the nature of the product and the
market for which it is intended.

76 In the case of pharmaceutical products, that is certainly a sensitive area in which the public is
particularly demanding as to the quality and integrity of the product, and the presentation of the product
may indeed be capable of inspiring public confidence in that regard. It follows that defective, poor quality
or untidy packaging could damage the trade mark' s reputation.
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77 However, the requirements to be met by the presentation of a repackaged pharmaceutical product vary
according to whether the product is sold to hospitals or, through pharmacies, to consumers. In the former
case, the products are administered to patients by professionals, for whom the presentation of the product
is of little importance. In the latter case, the presentation of the product is of greater importance for the
consumer, even if the fact that the products in question are subject to prescription by a doctor may in
itself give consumers some degree of confidence in the quality of the product.

78 Finally, as the Court pointed out in Hoffmann-La Roche, the trade mark owner must be given advance
notice of the repackaged product being put on sale. The owner may also require the importer to supply
him with a specimen of the repackaged product before it goes on sale, to enable him to check that the
repackaging is not carried out in such a way as directly or indirectly to affect the original condition of the
product and that the presentation after repackaging is not likely to damage the reputation of the trade
mark. Similarly, such a requirement affords the trade mark owner a better possibility of protecting himself
against counterfeiting.

79 Accordingly, the answer to the second question in Cases C-427/93 and C-429/93, the third and fourth
questions in Case C-427/93, and the second, third, fourth and fifth questions in Case C-436/93, should be
that Article 7(2) of the directive is to be interpreted as meaning that the trade mark owner may
legitimately oppose the further marketing of a pharmaceutical product where the importer has repackaged
the product and reaffixed the trade mark unless:

° it is established that reliance on trade mark rights by the owner in order to oppose the marketing of
repackaged products under that trade mark would contribute to the artificial partitioning of the markets
between Member States; such is the case, in particular, where the owner has put an identical
pharmaceutical product on the market in several Member States in various forms of packaging, and the
repackaging carried out by the importer is necessary in order to market the product in the Member State
of importation, and also carried out in such conditions that the original condition of the product cannot be
affected by it; that condition does not, however, imply that it must be established that the trade mark
owner deliberately sought to partition the markets between Member States;

° it is shown that the repackaging cannot affect the original condition of the product inside the packaging;
such is the case, in particular, where the importer has merely carried out operations involving no risk of
the product being affected, such as, for example, the removal of blister packs, flasks, phials, ampoules or
inhalers from their original external packaging and their replacement in new external packaging, the fixing
of self-stick labels on the inner packaging of the product, the addition to the packaging of new user
instructions or information, or the insertion of an extra article; it is for the national court to verify that the
original condition of the product inside the packaging is not indirectly affected, for example, by the fact
that the external or inner packaging of the repackaged product or new user instructions or information
omits certain important information or gives inaccurate information, or the fact that an extra article inserted
in the packaging by the importer and designed for the ingestion and dosage of the product does not
comply with the method of use and the doses envisaged by the manufacturer;

° the new packaging clearly states who repackaged the product and the name of the manufacturer in print
such that a person with normal eyesight, exercising a normal degree of attentiveness, would be in a
position to understand; similarly, the origin of an extra article from a source other than the trade mark
owner must be indicated in such a way as to dispel any impression that the trade mark owner is
responsible for it; however, it is not necessary to indicate that the repackaging was carried out without the
authorization of the trade mark owner;

° the presentation of the repackaged product is not such as to be liable to damage the reputation
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of the trade mark and of its owner; thus, the packaging must not be defective, of poor quality, or untidy;
and

° the importer gives notice to the trade mark owner before the repackaged product is put on sale, and, on
demand, supplies him with a specimen of the repackaged product.
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ORDONNANCE DE LA COUR (quatrième chambre) 

13 juillet 2006 (*) 

«Pourvoi – Marque communautaire – Marque figurative ‘NICKY’ – Opposition du titulaire des 
marques figuratives nationales ‘NOKY’ et ‘noky’ – Appréciation purement factuelle – Pourvoi 

manifestement irrecevable» 

Dans l’affaire C-92/06 P, 

ayant pour objet un pourvoi au titre de l’article 56 du statut de la Cour de justice, introduit le 8
février 2006, 

Soffass SpA, établie à Porcari (Italie), représentée par Mes V. Bilardo, C. Bacchini et M. Mazzitelli, 
avvocati, 

partie requérante,

les autres parties à la procédure étant: 

Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles) (OHMI),
représenté par Mme M. Capostagno, en qualité d’agent, 

partie défenderesse en première instance,

Sodipan SCA, établie à Saint-Étienne-du-Rouvray (France), représentée par Me N. Bœspflug, 
avocat, 

partie intervenante en première instance,

LA COUR (quatrième chambre), 

composée de M. K. Schiemann (rapporteur), président de chambre, MM. E. Juhász et M. Ilešič, 
juges, 

avocat général: M. D. Ruiz-Jarabo Colomer, 

greffier: M. R. Grass, 

l’avocat général entendu, 

rend la présente 

Ordonnance 

1        Par son pourvoi, Soffass SpA demande l’annulation de l’arrêt du Tribunal de première instance des 
Communautés européennes du 23 novembre 2005, Soffass SpA/OHMI (T-396/04, non encore publié 
au Recueil, ci-après l’«arrêt attaqué»), par lequel celui-ci a rejeté son recours tendant à l’annulation 
de la décision de la première chambre de recours de l’Office de l’harmonisation dans le marché 
intérieur (marques, dessins et modèles) (OHMI) du 16 juillet 2004 (affaire R 699/2003-1, ci-après la 
«décision litigieuse»). 

 Le cadre juridique 
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2        L’article 8 du règlement (CE) n° 40/94 du Conseil, du 20 décembre 1993, sur la marque
communautaire (JO 1994, L 11, p. 1), dispose: 

«1.      Sur opposition du titulaire d’une marque antérieure, la marque demandée est refusée à
l’enregistrement: 

[…] 

b)      lorsqu’en raison de son identité ou de sa similitude avec la marque antérieure et en raison de 
l’identité ou de la similitude des produits ou des services que les deux marques désignent, il 
existe un risque de confusion dans l’esprit du public du territoire dans lequel la marque 
antérieure est protégée; le risque de confusion comprend le risque d’association avec la 
marque antérieure. 

2.      Aux fins du paragraphe 1, on entend par ‘marques antérieures’: 

a)      les marques dont la date de dépôt est antérieure à celle de la demande de marque 
communautaire, compte tenu, le cas échéant, du droit de priorité invoqué à l’appui de ces 
marques, et qui appartiennent aux catégories suivantes: 

[…] 

ii)      les marques enregistrées dans un État membre […] 

[…]» 

 Les antécédents du litige 

3        Le 20 septembre 1999, Soffass SpA a présenté une demande d’enregistrement en tant que marque 
communautaire de la marque figurative reproduite ci-après : 

  

4        Les produits pour lesquels l’enregistrement a été demandé relèvent de la classe 16 au sens de
l’arrangement de Nice concernant la classification internationale des produits et des services aux 
fins de l’enregistrement des marques, du 15 juin 1957, tel que révisé et modifié, et correspondent à
la description suivante: «Articles en papier et/ou en cellulose à usage ménager et hygiénique, tels
que mouchoirs, serviettes pour le visage, essuie-mains, napperons, papier de ménage en rouleaux 
ou en bobines, papier hygiénique». 

5        Le 10 juillet 2000, Sodipan SCA a formé une opposition contre cette demande d’enregistrement. 

6        Cette opposition était fondée sur deux marques enregistrées en France pour des produits relevant
de la classe 16 susvisée, à savoir, respectivement, «papier, carton et produits fabriqués à partir de 
ces matériaux et non couverts par d’autres classes» et «produits fabriqués à partir de papier pour 
l’hygiène ou le ménage, tels que papier hygiénique, mouchoirs, papier de ménage, serviettes, 
nappes, sets de table, ensembles de sets de table, assiettes et tasses en carton et autres produits à
usage unique (ou produits jetables)». Ces deux marques sont reproduites ci-après: 

   

7        Par décision du 24 novembre 2003, la division d’opposition de l’OHMI a rejeté l’opposition. En 
substance, elle a considéré qu’il n’y a pas de similitude visuelle, phonétique ou conceptuelle entre 
les signes en cause. Elle a précisé, à cet égard, que «les signes diffèrent nettement dans 
l’impression d’ensemble qu’ils produisent, à tous égards». Puisque, du point de vue de l’impression 
globale, les signes étaient considérés comme clairement différents, la division d’opposition a conclu 
qu’il n’était pas nécessaire de procéder à une comparaison des produits. Pour la même raison, la
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division d’opposition n’a pas examiné les preuves de l’usage des marques antérieures fournies par 
Sodipan SCA. 

8        Le 4 décembre 2003, Sodipan SCA a formé un recours contre la décision de la division d’opposition. 

9        Par la décision litigieuse, la première chambre de recours de l’OHMI, considérant, à l’inverse, que 
les marques en conflit présentent un degré appréciable de similitude, a annulé la décision de la
division d’opposition et a renvoyé l’affaire à cette dernière aux fins de la comparaison entre les
produits en cause et de l’examen de la preuve de l’usage des marques antérieures. 

 L’arrêt attaqué 

10      Soffass SpA a introduit un recours devant le Tribunal aux fins de l’annulation de la décision 
litigieuse. 

11      Par son moyen unique, elle a fait valoir que la première chambre de recours de l’OHMI avait violé 
l’article 8, paragraphe 1, sous b), du règlement nº 40/94 en jugeant que des similitudes existaient 
entre les marques en conflit. 

12      Aux points 25 à 42 de l’arrêt attaqué, le Tribunal a rejeté ce moyen unique. En substance, le
Tribunal a rappelé dans un premier temps que, s’il existe une similitude, même faible, entre deux 
marques, le risque de confusion doit être apprécié globalement en tenant compte de tous les
éléments pertinents, pour, dans un second temps, considérer que les similitudes entre les marques
sont telles que la chambre de recours a conclu à juste titre qu’il convenait de procéder à une 
comparaison des produits afin d’apprécier globalement le risque de confusion en l’espèce. 

13      Le Tribunal a examiné les similitudes entre les marques en cause comme suit aux points 34 à 37 de
l’arrêt attaqué: 

«34      Sur le plan visuel, il y a lieu de considérer qu’il y a une certaine similitude entre les signes 
en cause. Trois des quatre lettres du signe NOKY se retrouvent à la même place dans NICKY. 
Les signes ont en commun la lettre initiale ‘n’ et la terminaison ‘ky’. Cette terminaison n’étant 
pas usuelle dans la langue française, elle peut être considérée comme l’élément dominant des 
deux signes qui retient l’attention du consommateur français.  

35      Sur le plan phonétique, il existe également une similitude entre les signes concernés, en ce 
que la dernière syllabe ‘ky’, identique dans les signes en conflit, retient l’attention du 
consommateur français. Dès lors, les premières syllabes desdits signes, qui sont quant à elles 
différentes, ont moins d’impact d’un point de vue phonétique.  

36      À cet égard, il convient de rappeler que, selon la jurisprudence, le degré de similitude 
phonétique entre deux marques est d’une importance réduite dans le cas de produits qui sont 
commercialisés d’une telle manière que, habituellement, le public pertinent, lors de l’achat, 
perçoit la marque les désignant de façon visuelle (arrêt [du Tribunal du 14 octobre 2003, 
Phillips-Van Heusen/OHMI – Pash Textilvertrieb und Einzelhandel (BASS), T-292/01, Rec. 
p. II-4335], point 55). 

37      De même, sur le plan conceptuel, il est possible, comme le relève la requérante […], que le 
mot ‘Nicky’ puisse être perçu par le consommateur français comme un diminutif des prénoms 
Nicolas ou Nicole. Or, l’importance de cet argument est, en partie, influencée par la nature 
des produits en cause et les conditions dans lesquelles ceux-ci sont commercialisés. En 
conséquence, l’appréciation de cet argument ne devrait pas être isolée des autres facteurs 
susceptibles d’être pertinents.» 

 Le pourvoi 

14      Par son pourvoi, Soffass SpA demande à la Cour d’annuler l’arrêt attaqué au motif que le Tribunal a 
violé l’article 8, paragraphe 1, sous b), du règlement n° 40/94 en jugeant que la marque demandée 
et les marques antérieures sont similaires. 

15      À cet effet, Soffass SpA fait valoir que les marques en cause ne sont pas susceptibles d’être 
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confondues en raison de leurs évidentes différences visuelles, phonétiques et conceptuelles. 

16      À cet égard, il convient de relever que le Tribunal s’est livré à des appréciations de nature 
purement factuelle aux points 34, 35 et 37 de son arrêt pour conclure, d’une part, qu’il existe une 
certaine similitude entre les marques en cause du point de vue visuel et phonétique, et, d’autre 
part, que, sur le plan conceptuel, il est possible qu’une certaine différence existe.  

17      Or, conformément aux articles 225, paragraphe 1, CE et 58, premier alinéa, du statut de la Cour de
justice, le pourvoi est limité aux questions de droit. Le Tribunal est dès lors seul compétent pour
constater et apprécier les faits pertinents ainsi que pour apprécier les éléments de preuve.
L’appréciation de ces faits et éléments de preuve ne constitue donc pas, sous réserve du cas de leur
dénaturation, une question de droit soumise, comme telle, au contrôle de la Cour dans le cadre d’un 
pourvoi (arrêt du 15 septembre 2005, BioID/OHMI, C-37/03 P, Rec. p. 7975, point 43 et 
jurisprudence citée). 

18      Aucune dénaturation des faits et éléments de preuve soumis au Tribunal n’étant alléguée en 
l’espèce, il convient de rejeter le pourvoi comme manifestement irrecevable, sans qu’il soit 
nécessaire de statuer sur l’exception d’irrecevabilité soulevée par l’OHMI dans son mémoire en 
réponse. 

 Sur les dépens 

19      Aux termes de l’article 69, paragraphe 2, du règlement de procédure, applicable à la procédure de
pourvoi en vertu de l’article 118 du même règlement, toute partie qui succombe est condamnée aux
dépens, s’il est conclu en ce sens. L’OHMI et Sodipan SCA ayant conclu à la condamnation de la
requérante et celle-ci ayant succombé en ses moyens, il y a lieu de la condamner aux dépens. 

Par ces motifs, la Cour (quatrième chambre) ordonne: 

1)      Le pourvoi est rejeté. 

2)      Soffass SpA est condamnée aux dépens. 

Signatures 

* Langue de procédure: l’italien. 
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ORDONNANCE DE LA COUR (quatrième chambre) 

1er juin 2006 (*)

 

«Pourvoi – Marque communautaire – Article 8, paragraphe 1, sous b), du règlement (CE) no 40/94 
– Risque de confusion – Demande de marque mixte, verbale et figurative, comprenant l'élément 

verbal ‘Turkish Power’ – Opposition du titulaire de la marque verbale POWER – Rejet de l'opposition 
– Pourvoi manifestement irrecevable ou manifestement non fondé» 

Dans l'affaire C-324/05 P, 

ayant pour objet un pourvoi au titre de l'article 56 du statut de la Cour de justice, introduit le 22
août 2005, 

Plus Warenhandelsgesellschaft mbH, établie à Mülheim (Allemagne), représentée par Me B. 
Piepenbrink, Rechtsanwältin, 

partie requérante,

l'autre partie à la procédure étant: 

Office de l'harmonisation dans le marché intérieur (marques, dessins et modèles)
(OHMI), représenté par M. G. Schneider, en qualité d'agent, 

partie défenderesse en première instance,

LA COUR (quatrième chambre), 

composée de M. K. Schiemann, président de chambre, MM. M. Ilešič (rapporteur) et E. Levits, juges, 

avocat général: M. D. Ruiz-Jarabo Colomer, 

greffier: M. R. Grass, 

l'avocat général entendu, 

rend la présente 

Ordonnance 

1       Par son pourvoi, Plus Warenhandelsgesellschaft mbH demande l'annulation de l'arrêt du Tribunal de
première instance des Communautés européennes du 22 juin 2005, Plus/OHMI – Bälz et Hiller 
(Turkish Power) (T-34/04, non encore publié au Recueil, ci-après l'«arrêt attaqué»), par lequel celui-
ci a rejeté son recours visant à l'annulation de la décision de la deuxième chambre de recours de
l'Office de l'harmonisation dans le marché intérieur (marques, dessins et modèles) (OHMI) du 25
novembre 2003 (affaire R 620/2002-2), rejetant l'opposition de la requérante à l'enregistrement de
la marque mixte, verbale et figurative, comportant l'élément verbal «Turkish Power» demandé par 
MM. Bälz et Hiller (ci-après la «décision litigieuse»).  

 Le cadre juridique  

2       L'article 8, paragraphes 1, sous b), et 2, sous a), ii), du règlement (CE) no 40/94 du Conseil, du 20 
décembre 1993, sur la marque communautaire (JO 1994, L 11, p. 1), dispose: 

Page 1 of 8

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?lang=fr&num=79939398C19050324_1...



«1. Sur opposition du titulaire d'une marque antérieure, la marque demandée est refusée à
l'enregistrement: 

[…] 

b)      lorsqu'en raison de son identité ou de sa similitude avec la marque antérieure et en raison de 
l'identité ou de la similitude des produits ou des services que les deux marques désignent, il 
existe un risque de confusion dans l'esprit du public du territoire dans lequel la marque 
antérieure est protégée; le risque de confusion comprend le risque d'association avec la 
marque antérieure. 

2.       Aux fins du paragraphe 1, on entend par ‘marques antérieures’: 

a)       les marques dont la date de dépôt est antérieure à celle de la demande de marque 
communautaire, compte tenu, le cas échéant, du droit de priorité invoqué à l'appui de ces 
marques, et qui appartiennent aux catégories suivantes: 

[…] 

ii)      les marques enregistrées dans un État membre ou, pour ce qui concerne la Belgique, le
Luxembourg et les Pays-Bas, auprès du Bureau Benelux des marques ». 

 Les antécédents du litige 

3       Le 26 septembre 2000, MM. Bälz et Hiller ont présenté à l'OHMI une demande d'enregistrement en
tant que marque communautaire de la marque suivante: 

        

4       Les produits pour lesquels l'enregistrement a été demandé sont différents produits relevant des
classes 3, 25, 28, 32, 33 et 34 au sens de l'arrangement de Nice concernant la classification
internationale des produits et des services aux fin de l'enregistrement des marques, du 15 juin
1957, tel que révisé et modifié (ci-après «l'arrangement de Nice»).  

5       Le 6 août 2001, Tenglemann Warenhandelsgesellschaft (ci-après «Tenglemann») a formé une 
opposition à l'enregistrement de la marque demandée en tant que titulaire de la marque verbale 
nationale POWER, enregistrée en Allemagne le 14 avril 1994 pour les produits «pots à tabac, fume-
cigares et fume-cigarettes, étuis à cigares et à cigarettes, cendriers, et tous les produits précités qui
ne sont pas en métaux précieux ni en alliage ni en placage de métaux précieux, porte-pipes, cure-
pipes, coupe-cigares, pipes, briquets, appareils de poche pour rouler les cigarettes, papier
cigarettes, filtres pour cigarettes et allumettes», relevant de la classe 34 au sens de l'arrangement 
de Nice (ci-après la «marque antérieure»).  

6       L'opposition était dirigée contre une partie des produits spécifiés dans la demande, à savoir les
produits «tabac, articles pour fumeurs et allumettes» relevant également de ladite classe. 

7       Par la décision du 27 mai 2002, la division d'opposition de l'OHMI a rejeté l'opposition au motif qu'il
n'y avait pas de risque de confusion au sens de l'article 8, paragraphe 1, sous b), du règlement no

40/94, étant donné les différences visuelles et phonétiques entre les marques.  

8       Sur le recours de Tenglemann, la deuxième chambre de recours de l'OHMI a, par la décision
litigieuse, rejeté le recours au motif qu'il n'existait pas de risque de confusion entre la marque
antérieure et la marque demandée, sur le territoire pertinent, en raison des différences visuelles,
phonétiques et conceptuelles entre ces deux marques. Elle a considéré que, contrairement à l'avis
de la requérante, l'élément figuratif de la marque demandée, consistant en une tête de lion, ne
pouvait être ignoré et que, même si la tête de lion faisait allusion à l'élément verbal
«power» (force), il ne s'agissait pas d'une transposition pure et simple de la notion de force.
S'agissant du mot «Turkish», qui fait partie de l'élément verbal de la marque demandée, elle a
relevé que celui-ci ne pouvait pas non plus être négligé, puisqu'il revêtait une importance sur les

Page 2 of 8

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?lang=fr&num=79939398C19050324_1...



plans visuel et phonétique et que la signification globale des termes «Turkish power» différait de celle du 
mot «power».  

  L'arrêt attaqué  

9       Le 28 janvier 2004, la requérante, venant aux droits de Tenglemann, a formé un recours contre la
décision litigieuse devant le Tribunal.  

10     Par son premier moyen, elle faisait valoir que la deuxième chambre de recours de l'OHMI avait violé
l'article 8, paragraphe 1, sous b), du règlement no 40/94, en considérant qu'il n'existait pas de 
risque de confusion entre les marques en question. Selon la requérante, il y aurait un risque de
confusion, eu égard, d'une part, à la ressemblance entre ces marques, qui seraient identiques en
leur élément dominant, et, d'autre part, à l'impression générale qu'elle produisent sur le public
allemand, lequel pourrait croire que les produits en cause proviennent de la même entreprise ou
d'entreprises économiquement liées.  

11     Aux points 52 à 73 de l'arrêt attaqué, le Tribunal a rejeté le premier moyen du recours pour les
motifs suivants: 

«52      Les deux signes en conflit se distinguent facilement sur le plan visuel en ce que le signe 
demandé est le seul à se présenter sous la forme d'un signe complexe alliant au syntagme 
‘Turkish Power’ un élément figuratif prenant la forme de la tête du lion rugissant à la crinière 
flamboyante. 

53      En raison de sa position centrale, cet élément figuratif imprime au signe demandé une 
structure optique toute différente de celle de la marque nationale antérieure. 

54      L'élément figuratif domine même, par sa taille, son originalité et le caractère élaboré de sa 
reproduction, les éléments verbaux du signe demandé, de sorte que les deux signes sous 
examen présentent des différences très marquées du point de vue visuel. 

55      Cet écart est encore accentué par l'adjonction à l'élément ‘power’ du vocable ‘Turkish’, qui 
sert de contrepoint à ‘power’ en ce qu'il se situe au début du signe demandé et du côté de 
l'élément graphique opposé à celui occupé par ‘power’ à la fin du signe demandé. 

56      La présence de l'élément ‘Turkish’ au début du signe demandé lui permet d'être perçu 
immédiatement par le public pertinent, reléguant ainsi à l'arrière-plan l'élément ‘power’ dans 
la mémoire visuelle des intéressés. 

57      Les deux signes en conflit comportent également des différences auditives sensibles. Si 
l'élément figuratif ne joue naturellement aucun rôle de ce point de vue, l'élément verbal 
‘Turkish’ du signe demandé concourt néanmoins incontestablement à différencier
phonétiquement les deux signes en présence. 

58      À cet égard, la requérante n'a pas établi que le public allemand de référence omette 
complètement l'élément verbal ‘Turkish’ lorsqu'il désigne oralement le signe demandé. La 
similitude marquée existant entre cet élément verbal exprimé en langue anglaise et son 
équivalent allemand est au contraire d'autant plus de nature à faciliter sa mémorisation et son 
énoncé par les intéressés qu'il aura été l'élément constitutif du signe demandé visualisé en 
tout premier lieu. 

59      Lorsque les produits en cause sont achetés dans d'autres points de vente que les libres-
services, l'acte d'achat suppose nécessairement la prononciation des deux composants 
phonétiques du signe demandé, comme la requérante l'a d'ailleurs relevé. 

60      Sur le plan conceptuel, l'antériorité de l'adjectif ‘Turkish’ par rapport au substantif ‘power’ 
procède naturellement des règles de la grammaire anglaise, de sorte que l'élément ‘Turkish’ 
ne sera pas nécessairement conceptualisé en priorité par le public pertinent, dont la langue 
comporte la même règle, contrairement à ce que soutient l'OHMI. 

61      Par ailleurs, la chambre de recours a elle-même admis que les signes en conflit présentaient 
une similitude au niveau de leur signification en ce qu'ils contiennent tous les deux le concept 
de force, de sorte que certains acheteurs pourraient percevoir l'élément ‘Turkish’ comme une 
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indication de la provenance géographique des produits en cause. 

62      Néanmoins, l'élément figuratif reproduisant la tête de lion est, en raison des caractéristiques 
de sa reproduction relevées ci-dessus, de nature à neutraliser dans une large mesure la 
similitude conceptuelle relative des deux signes en conflit découlant de la présence de leur 
composant commun ‘power’. 

63      En effet, la tête du lion rugissant ajoute une connotation distincte d'agressivité au concept de 
puissance véhiculé par l'élément verbal ‘power’ de la marque nationale antérieure. 

64      En outre, comme l'OHMI l'a relevé à bon droit dans ses écritures, il se dégage de ‘Turkish 
power’ un effet suggestif indépendant du vocable ‘power’, en ce que le syntagme associe les 
produits désignés à la culture et à l'histoire turques dans l'esprit du public allemand pertinent. 

65      C'est donc à bon droit que la chambre de recours a retenu que l'élément figuratif du signe 
demandé ne se réduisait pas à une transposition pure et simple du concept de force. 

66      En outre, les écarts visuels et phonétiques relevés ci-dessus entre les deux signes en conflit 
contribuent à atténuer l'effet de la similitude conceptuelle relative découlant de la présence de 
l'élément commun ‘power’. 

67      En particulier, il convient de souligner que le degré de similitude conceptuelle entre deux 
signes est d'une importance réduite dans le cas où le public pertinent est amené à voir le nom 
d'une marque portée sur le produit qu'il achète. 

68      L'importance de la similitude conceptuelle entre deux signes est également atténuée lorsque, 
comme en l'espèce, le public pertinent est amené à prononcer l'intégralité du syntagme 
composant le signe quand il se porte acquéreur des produits concernés dans les circuits de 
distribution autres que les libres-services. 

69      Il en va d'autant plus ainsi que le public pertinent, comme il a été relevé ci-dessus, doit être 
considéré en l'occurrence comme manifestant une fidélité à ses marques traditionnelles et, 
par conséquent, un degré élevé d'attention lors du choix des produits en cause. 

70      Dans cette mesure, la chambre de recours n'a pas commis d'erreur d'appréciation en 
retenant que, dans son ensemble, la signification du signe ‘Turkish power’ s'écartait du 
message contenu dans le seul élément verbal ‘power’ de la marque nationale antérieure. 

71      Il n'apparaît donc pas que l'élément ‘power’ constitue, comme le soutient la requérante, le 
composant dominant du signe demandé ni qu'il détermine l'impression générale qui se dégage 
de ce dernier au point de permettre la caractérisation d'un risque de confusion dans l'esprit du 
public allemand de référence. 

72      Il résulte de l'ensemble des considérations qui précèdent que, malgré l'identité des produits 
désignés par les deux signes en conflit et la présence de leur élément verbal commun ‘power’, 
la chambre de recours a pu légalement retenir que le public allemand pertinent, avisé, 
manifestant un degré d'attention élevé et fidèle à ses marques traditionnelles, n'était pas 
susceptible de croire que les produits en cause provenaient de la même entreprise ou, le cas 
échéant, d'entreprises liées économiquement, eu égard aux différences constatées par ailleurs 
entre les deux signes en conflit sur les plans visuel, phonétique et conceptuel. 

73      Dans ces conditions, l'appréciation portée par la chambre de recours sur le risque de 
confusion ne peut être remise en cause par le caractère distinctif de la marque nationale 
antérieure que la requérante entend déduire de ses statistiques de ventes.»  

12     Par son second moyen, la requérante faisait valoir que, en livrant sa marque antérieure à des
imitations et à des contrefaçons prenant la forme de l'emprunt de sa marque par la marque
demandée, la Communauté l'empêcherait illégalement, en violation de son droit national, d'exercer
les droits de propriété intellectuelle qu'elle a régulièrement acquis dans son État membre
d'établissement et l'en déposséderait. 

13     Aux points 78 à 86 de l'arrêt attaqué, le Tribunal a également rejeté ce moyen au motif que la
requérante invoquait à tort la dépossession de ses droits de propriété intellectuelle, eu égard à
l'absence de risque de confusion dans l'esprit du public allemand entre la marque demandée et la
marque antérieure. 
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 Le pourvoi 

14     Par son pourvoi, au soutien duquel elle invoque deux moyens, la requérante demande à la Cour: 

–       d’annuler l'arrêt attaqué; 

–       à titre principal, de statuer définitivement sur le litige et de faire droit à ses conclusions 
formulées en première instance; 

–       à titre subsidiaire, de renvoyer l'affaire devant le Tribunal;  

–       de condamner L'OHMI aux dépens.  

15     L'OHMI demande à la Cour de rejeter le pourvoi et de condamner la requérante aux dépens.  

16     Aux termes de l'article 119 du règlement de procédure, lorsque le pourvoi est, en tout ou en partie,
manifestement irrecevable ou manifestement non fondé, la Court peut, à tout moment, sur rapport
du juge rapporteur, l'avocat général entendu, rejeter le pourvoi totalement ou partiellement, par
voie d'ordonnance motivée. 

 Sur le premier moyen 

 Sur la première branche 

17     La requérante fait valoir que le Tribunal a violé l'article 8, paragraphe 1, sous b), du règlement no

40/94. 

18     S'agissant de la similitude auditive, la requérante soutient que la marque demandée reproduit
l'élément exclusif de la marque antérieure, le terme «power». Selon la requérante, ce terme étant 
l'unique élément qui compose la marque antérieure, il est nécessairement son élément dominant.
Contrairement à ce qu'a estimé le Tribunal au point 64 de l'arrêt attaqué, la requérante soutient que
l'adjectif «Turkish» est un terme banal et couramment employé dans l'industrie du tabac, de sorte
que les consommateurs concernés peuvent conclure que ce terme constitue une référence
descriptive à un mélange de tabac provenant de Turquie, de la marque POWER. En conséquence, la
requérante estime que le Tribunal s'est trompé, au point 57 de l'arrêt attaqué, en estimant que la
différence auditive était suffisante entre les deux marques, car l'association des termes «Turkish» et 
«power» ne suggère pas autre chose que le simple terme «power».  

19     Du point de vue de la similitude visuelle, la requérante fait valoir que le Tribunal n'a pas tenu
compte du fait que les marques sont essentiellement influencées par leurs éléments constitutifs
verbaux et conteste ainsi que la marque demandée soit dominée par son élément figuratif, qui
primerait ses aspects auditifs. De même, la requérante estime que, dès lors que l'image insérée
dans la marque demandée sépare les termes «Turkish» et «power», la faiblesse du terme «Turkish» 
est évidente. 

20     La requérante ajoute que le Tribunal a supposé à tort que le public pertinent, visé par les produits
en question, manifestait un niveau d'attention élevé lors de leurs transactions, en raison de leur
fidélité aux marques et, par conséquent, n'était pas susceptible de croire que les produits en cause
provenaient de la même entreprise ou d'entreprises liées économiquement. Selon la requérante, il
n'est pas démontré que les clients sont plus attentifs lorsqu'ils achètent des cigarettes que lorsqu'ils
achètent d'autres biens de consommations. Cependant, même si les consommateurs de cigarettes
prêtent à leurs achats une attention plus soutenue, cela n'exclurait pas que les clients puissent se
souvenir de la marque antérieure et faire un lien entre la nouvelle marque et l'entreprise de la
requérante.  

21     La requérante considère qu'elle est en droit d'introduire une telle action parce que seul un réexamen
en droit de l'arrêt attaqué et sa réformation dans le cadre du présent pourvoi pourront lui procurer
l'avantage juridique qu'elle revendique en tant que titulaire d'une marque prioritaire.  

22     L'OHMI fait valoir que la première branche du premier moyen vise à remettre en cause
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l'appréciation des faits opérée par le Tribunal et doit donc être déclarée irrecevable.  

23     Sur le fond, l'OHMI conclut au rejet de cette branche.  

24     À titre liminaire, il convient de rappeler que, conformément à l'article 8, paragraphe 1, sous b), du
règlement no 40/94, sur opposition du titulaire d'une marque antérieure, la marque demandée est 
refusée à l'enregistrement lorsque, en raison de son identité ou de la similitude avec la marque
antérieure et en raison de l'identité ou de la similitude des produits ou services que les deux
marques désignent, il existe un risque de confusion dans l'esprit du public du territoire dans lequel
la marque antérieure est protégée. Un tel risque comprend celui d'association avec la marque
antérieure. 

25     L'existence d'un risque de confusion dans l'esprit du public doit être appréciée globalement en
tenant compte de tous les facteurs pertinents du cas d'espèce. En outre, l'appréciation globale du
risque de confusion doit, en ce qui concerne la similitude visuelle, auditive ou conceptuelle des
marques en cause, être fondée sur l'impression d'ensemble produite par celles-ci, en tenant compte 
en particulier de leurs éléments distinctifs et dominants (ordonnance du 28 avril 2004, Matratzen
Concord/OHMI, C-3/03 P, Rec. p. I-3657, point 29). 

26     En jugeant aux points 39 à 77 de l'arrêt attaqué, qu'il existe des différences aux plans visuel,
phonétique et conceptuel entre la marque demandée et la marque antérieure, le Tribunal s'est livré
à une appréciation de nature factuelle (voir en ce sens, ordonnance Matratzen Concord/OHMI,
précitée, point 34). 

27     À cet égard, les arguments de la requérante, quant au niveau d'attention des consommateurs
moyens, à l'appréciation de la similitude des marques en question et au risque de confusion entre
elles, visent à remettre en cause l'appréciation des faits par le Tribunal sans indiquer quelle erreur
de droit ce dernier aurait commise. 

28     Or, conformément aux articles 225, paragraphe 1, CE et 58, premier alinéa, du statut de la Cour de
justice, le pourvoi est limité aux questions de droit. L'appréciation de ces faits pertinents et
éléments de preuve ne constitue donc pas, sous réserve du cas de leur dénaturation, une question
de droit soumise, comme telle, au contrôle de la Cour dans le cadre d'un pourvoi (voir, notamment,
arrêts du 19 septembre 2002, DKV/OHMI, C-104/00 P, Rec. p. I-7561, point 22, et du 12 janvier 
2006, Deutsche SiSi-Werke/OHMI, C-173/04 P, non encore publié au Recueil, point 35).  

29      Aucune dénaturation des faits et éléments de preuve soumis au Tribunal ne pouvant être relevée
en l'espèce, il convient de rejeter la première branche du premier moyen comme étant
manifestement irrecevable.  

 Sur la seconde branche 

30     Par cette branche, la requérante fait valoir que l'enregistrement de la marque demandée est la
cause d'une limitation injustifiée de la protection de sa marque que lui confère le droit de marque.
La requérante estime que le terme «power», en tant qu'il est l'élément dominant de la marque 
antérieure, mérite la protection complète et illimitée attachée en Allemagne pour toutes
combinaisons externes du vocable utilisé. 

31     À ce titre, selon la requérante, le titulaire de la marque antérieure devrait conserver la possibilité de
combiner celle-ci avec tout élément verbal ou figuratif resté dans le domaine public susceptible 
d'appropriation si cela est nécessaire pour le développement de son activité commerciale. L'arrêt
attaqué limiterait cette possibilité pour la requérante, parce que la marque demandée ne ferait que
reproduire la marque antérieure en soi, en s'appropriant une combinaison de celle-ci avec l'image 
d'un lion et l'adjonction du terme descriptif «Turkish». Il en résulterait qu'une reproduction de la 
marque POWER, qu'il s'agisse d'une reproduction à l'identique ou partielle, constitue une atteinte au
droit de marque que l'enregistrement a conféré à la requérante, équivalente à une contrefaçon.  

32     L'OHMI soutient que l'argumentation tirée de la protection illimitée de la marque antérieure se fonde
sur des postulats juridiques qui ne figurent ni dans la jurisprudence de la Cour ni dans la législation
communautaire. L'OHMI constate qu'il n'existe aucune règle selon laquelle il serait en soi interdit de
reprendre une marque antérieure en tant qu'élément verbal d'une marque plus récente. Le postulat
de la demanderesse aboutirait en fin de compte à une protection du motif pour le contenu
conceptuel de la marque.  
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33     À cet égard, il y a lieu de rappeler que, aux termes de l'article 8, paragraphe 1, du règlement n°
40/94, le titulaire d'une marque, y compris une marque nationale, peut s'opposer à une demande
d'enregistrement d'une marque communautaire, pour des produits ou des services identiques à ceux
pour lesquels sa marque a été enregistrée, lorsque la marque demandée est identique à la marque
antérieure ou que, en raison de la similitude entre les deux marques, il existe un risque de
confusion. 

34     En revanche, lorsque les deux marques ne sont pas identiques ou que, nonobstant leur similitude
éventuelle, il n'existe pas, dans l'esprit du public, de risque de confusion, le titulaire de la marque
antérieure ne saurait s'opposer à l'enregistrement de la marque demandée. 

35     Dès lors, contrairement à ce qu'affirme la requérante, le droit de marque ne confère pas au titulaire
d'une marque enregistrée un monopole sur toutes les combinaisons de sa marque avec d'autres
éléments verbaux ou figuratifs. 

36     C'est donc à bon droit que le Tribunal a constaté, aux points 82 et 83 de l'arrêt attaqué, que, en
l'absence de risque de confusion dans l'esprit du public pertinent, à savoir le public allemand, entre
les deux marques en question, l'enregistrement de la marque demandée n'était pas susceptible de
porter atteinte aux droits de propriété intellectuelle attachés à la marque antérieure. 

37     Dès lors, la seconde branche du premier moyen doit être écartée comme étant manifestement non
fondée. 

 Sur le second moyen 

38     Par son second moyen, la requérante soutient que, par l'arrêt attaqué, le Tribunal a modifié sa
jurisprudence habituelle et ainsi violé le principe de droit communautaire d'égalité de traitement.
Elle fonde ce moyen sur une comparaison entre l'arrêt attaqué et les arrêts du Tribunal du 6 octobre
2004, Vitakraft-Werke Wührmann/OHMI – Krafft (VITAKRAFT) (T-356/02, non encore publié au 
Recueil, points 50 à 57) et du 7 juillet 2005, Miles International /OHMI – Biker Miles (Biker Miles) 
(T-385/03, non encore publié au Recueil, points 42, 43, 45 à 49 et 51). 

39     La requérante fait valoir, en particulier, que, au point 51 de l'arrêt Miles International/OHMI – Biker 
Miles (Biker Miles), précité, le Tribunal a jugé que «dès lors que les signes en conflit, partageant 
leur élément dominant, concernent des produits identiques, à savoir des vêtements, le
consommateur concerné est susceptible de les percevoir comme correspondant à deux gammes
distinctes de vêtements de la même entreprise». Estimant que le contenu factuel dans ladite affaire 
était identique à celui de la présente affaire, elle considère que le Tribunal aurait dû aboutir aux
mêmes conclusions juridiques. 

40     L'OHMI estime que le second moyen est manifestement non fondé.  

41     Les arrêts précités Vitakraft-Werke Wührmann/OHMI – Krafft (VITAKRAFT), et Miles 
International/OHMI – Biker Miles (Biker Miles) ne seraient pas comparables au cas d'espèce.  

42     Dans les deux cas, le Tribunal aurait fait une appréciation globale dont le résultat, étant donné les
particularités de chaque cas, aurait entraîné des conclusions différentes de celles de la présente
espèce. Étant donné que les trois affaires avaient pour objet d'apprécier les marques figuratives et
pas uniquement verbales, il n'y aurait aucune difficulté à comprendre que l'appréciation du risque de
confusion ait abouti à des résultats divergents.  

43     À cet égard, ainsi qu'il a été rappelé au point 25 de la présente ordonnance, l'existence d'un risque
de confusion dans l'esprit du public doit être appréciée globalement en tenant compte de tous les
facteurs pertinents du cas d'espèce. En outre, l'appréciation globale du risque de confusion doit, en
ce qui concerne la similitude visuelle, auditive ou conceptuelle des marques en cause, être fondée
sur l'impression d'ensemble produite par celle-ci, en tenant compte en particulier de leurs éléments 
distinctifs et dominants. 

44     Sans qu'il soit nécessaire de se prononcer sur la question de savoir si la circonstance que le Tribunal
aurait, dans un arrêt donné, modifié sa jurisprudence habituelle, est susceptible de conduire à
l'annulation dudit arrêt au chef de violation du principe d'égalité de traitement comme le soutient la
requérante, il suffit, en l'occurrence, de relever que la marque demandée et la marque antérieure en
cause en l'espèce sont fondamentalement différentes des marques examinées par le Tribunal dans
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les affaires ayant donné lieu aux arrêts précités Vitakraft-Werke Wührmann/OHMI – Krafft (VITAKRAFT), 
et Miles International/OHMI – Biker Miles (Biker Miles). 

45     De surcroît, alors que, en l'espèce, le public pertinent est constitué des consommateurs allemands
de tabac et d'articles pour fumeurs, ce public était constitué, dans l'affaire Vitakraft-Werke 
Wührmann/OHMI – Krafft (VITAKRAFT), précitée, des consommateurs hispanophones de divers 
produits chimiques et produits de nettoyage et, dans l'affaire Miles International/OHMI – Biker Miles 
(Biker Miles), précitée, des consommateurs d'équipements et de vêtements pour motocyclistes dans
toute l'Union européenne. 

46     Eu égard à ces différences factuelles, le Tribunal a légitimement pu, après avoir apprécié les faits et
les éléments de preuve qui lui étaient soumis dans ces affaires, aboutir à des conclusions différentes
quant à l'existence d'un risque de confusion. 

47     Il convient d'ajouter que, si, dans l'affaire Miles International/OHMI – Biker Miles (Biker Miles), 
précitée, le Tribunal a considéré que les marques en conflit partageaient le même élément
dominant, en revanche, au point 71 de l'arrêt attaqué, le Tribunal a jugé que l'élément verbal
«power», commun aux deux marques en cause, ne constituait pas l'élément dominant de la marque
demandée.  

48     Dès lors, le second moyen doit être écarté comme étant manifestement non fondé et, partant, le
pourvoi doit être rejeté en totalité. 

 Sur les dépens 

49     Aux termes de l'article 69, paragraphe 2, du règlement de procédure, applicable à la procédure de
pourvoi en vertu de l'article 118 du même règlement, toute partie qui succombe est condamnée aux
dépens, s'il est conclu en ce sens. L'OHMI ayant conclu à la condamnation de la requérante et celle-
ci ayant succombé en ses moyens, il y a lieu de la condamner aux dépens.  

Par ces motifs, la Cour (quatrième chambre) ordonne: 

1)      Le pourvoi est rejeté.  

2)      Plus Warenhandelsgesellschaft mbH est condamnée aux dépens. 

Signatures 

* Langue de procédure: l'allemand. 

Page 8 of 8

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?lang=fr&num=79939398C19050324_1...



IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

ORDER OF THE COURT (Fifth Chamber) 

29 June 2006 (*) 

(Appeal – Community trade mark – Article 8(1)(b) of Regulation (EC) No 40/94 – Likelihood of 
confusion – Application for Community word mark ‘PC WORKS’ – Opposition by the proprietor of the 

national figurative mark ‘W WORK PRO’ – Appeal in part clearly inadmissible and in part clearly 
unfounded) 

In Case C-314/05 P, 

APPEAL under Article 56 of the Statute of the Court of Justice, lodged on 3 August 2005, 

Creative Technology Ltd, established in Singapore, represented by 
S. Jones and P. Rawlinson, Solicitors, 

appellant,

the other parties to the proceedings being: 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by S. Laitinen, acting as Agent, 

defendant at first instance,

José Vila Ortiz, 

party to the proceedings before the Board of Appeal of OHIM,

THE COURT (Fifth Chamber), 

composed of J. Makarczyk, President of the Chamber, P. Kūris and J. Klučka (Rapporteur), Judges, 

Advocate General: C. Stix-Hackl, 

Registrar: R. Grass, 

after hearing the Advocate General, 

makes the following 

Order 

1        By its appeal, Creative Technology Ltd (‘Creative Technology’) seeks to have set aside the decision 
of the Court of First Instance of the European Communities of 25 May 2005 in Case T-352/02 
Creative Technology v OHIM – Vila Ortiz (PC WORKS) [2005] ECR I-0000 (‘the judgment under 
appeal’), in which the Court of First Instance dismissed its action for annulment of the decision of
the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM) of 4 September 2002 (‘the contested decision’) as well as the decision of the 
Opposition Division of 26 January 2001, confirmed by the contested decision, refusing registration of
the word mark ‘PC WORKS’. 

 Legal context 

Page 1 of 7

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?where=&lang=en&num=79939370C19...



2        Article 8 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1) provides: 

‘1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not
be registered: 

… 

(b)      if because of its identity with or similarity to the earlier trade mark and the identity or 
similarity of the goods or services covered by the trade marks there exists a likelihood of 
confusion on the part of the public in the territory in which the earlier trade mark is protected; 
the likelihood of confusion includes the likelihood of association with the earlier trade mark. 

2.      For the purposes of paragraph 1, “Earlier trade marks” means: 

(a)      trade marks of the following kinds with a date of application for registration which is earlier 
than the date of application for registration of the Community trade mark, taking account, 
where appropriate, of the priorities claimed in respect of those trade marks: 

… 

(ii)       trade marks registered in a Member State … 

… 

…’ 

 Background to the proceedings 

3        On 4 November 1997, Creative Technology submitted an application to OHIM for registration of a
Community trade mark for the word mark ‘PC WORKS’. 

4        The goods in respect of which registration was sought are in Class 9 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended (‘the Nice Agreement’), and 
correspond to the following description: ‘apparatus for recording, transmitting and reproducing 
sound or images, loudspeakers, amplifiers, record players, tape players, compact disc players,
tuners and parts and fittings for all the aforesaid goods’. 

5        On 22 January 1999, Mr Vila Ortiz gave notice of opposition under Article 42 of Regulation No
40/94 to the application, on the ground that it would cause a likelihood of confusion within the
meaning of Article 8(1)(b) of that regulation. The opposition related to all the goods covered by the
application for registration of the trade mark and was based on the national figurative mark
reproduced below: 

  

6        That trade mark had been registered in Spain on 10 October 1994 in respect of ‘electronic audio 
equipment; loudspeakers; sound reproducing apparatus; radio, television and video apparatus’ in 
Class 9 of the Nice Agreement. 

7        By decision of 26 January 2001, the Opposition Division held that there was a likelihood of
confusion between the opposing signs and, accordingly, rejected the application for registration by
Creative Technology in respect of all the goods concerned. 

8        On 19 March 2001, Creative Technology appealed against that decision. In that appeal, it amended
the specification of the goods covered by its application by adding the following clarification: ‘all the 
aforesaid goods relating to computers and computer hardware’. 
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9        By the contested decision, the Fourth Board of Appeal of OHIM took the view that the application
for registration of the trade mark and the earlier trade mark covered essentially the same category
of goods, namely electronic apparatus the purpose of which is to reproduce sound and images, and
that the trade mark applied for and the earlier mark were visually, phonetically and conceptually
similar. Accordingly, it confirmed the decision of the Opposition Division of 26 January 2001 and
dismissed the appeal filed on 19 March 2001. 

 The proceedings before the Court of First Instance and the judgment under appeal 

10      By application lodged at the Registry of the Court of First Instance on 25 November 2002, Creative
Technology sought the annulment of the contested decision and of the decision of the Opposition
Division of OHIM of 26 January 2001. 

11      In support of its application, it relied on a single plea, alleging infringement of Regulation No 40/94
on the ground that the Board of Appeal had wrongly found that there was a likelihood of confusion
between the opposing signs. 

12      The Court of First Instance first observed, in paragraphs 22 to 25 of the judgment under appeal, as
follows: 

‘22      According to settled case-law, the risk that the public might believe that the goods or 
services in question come from the same undertaking or, as the case may be, from 
economically-linked undertakings, constitutes a likelihood of confusion. 

23      According to that case-law, the likelihood of confusion must be assessed globally, according 
to the perception in the mind of the relevant public of the signs and of the goods or services 
in question, taking into account all factors relevant to the case, in particular the 
interdependence between the similarity of the signs and the similarity of the goods or services 
identified (see Case T-162/01 Laboratorios RTB v OHIM – Giorgio Beverly Hills      (GIORGIO 
BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to 33 and the case-law cited). 

24      In this case, given the nature of the goods concerned … the targeted public, in relation to 
which the likelihood of confusion must be analysed, consists of average consumers. It is also 
clear from Article 8(1)(b) of Regulation No 40/94 that the targeted public is that which resides 
in the territory of the Member State in which the earlier mark is protected, namely, in this 
case, Spain. 

25      Although it is true that the goods supplied by the applicant, consisting of items of audiovisual 
equipment for use inter alia in connection with a computer, are aimed at a public which has a 
more or less detailed knowledge of computers and is familiar with the use of electronic 
equipment, the fact remains that, at the present time, the supply and consumption of such 
goods and their distribution among a wide public, consisting mainly of young people, are such 
that they cannot be regarded as confined to a restricted and specialised circle of consumers, 
even though they cannot be defined as mass consumer goods. Similarly, although it is true 
that some of the goods concerned are likely, because of their degree of sophistication and 
their cost, to be the subject of a more careful purchasing decision, that is not the case, as was 
rightly pointed out by OHIM in its response, with all the goods in question. Thus, it must be 
held that the targeted public consists of average consumers who are reasonably well informed 
and reasonably observant and circumspect.’ 

13      In addition, the Court of First Instance indicated at paragraph 29 of that judgment that, as regards
the goods concerned, ‘the applicant does not dispute the finding of the Board of Appeal that the
marks in question essentially relate to the same sort of goods, namely electric apparatus the
purpose of which is to reproduce sound and images’. 

14      The Court of First Instance then ruled, at paragraph 51 of the judgment, that ‘on the visual, 
phonetic and conceptual levels, the trade mark applied for and the earlier mark are similar’. 

15      In that context, first, it held at paragraph 39 of the judgment that, on the visual level, ‘there is a 
strong similarity … between the opposing signs by virtue of the fact that their dominant elements
consist for the most part of the same graphic signs, namely the letters “w” “o” “r” and “k”, arranged 
in the same sequence, reproducing the word “work”, and that they differ only to the extent that the 
trade mark applied for adds to that sequence a further sign, namely the letter “s”’. 
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16      Secondly, on a phonetic comparison, the Court of First Instance ruled at paragraphs 42 to 46 of the
judgment: 

‘42      [I]t must be pointed out that, in the strict sense, the phonetic reproduction of a complex sign 
corresponds to that of all its verbal elements, regardless of their specific graphic features, 
which fall more within the scope of the analysis of the sign on a visual level.  

43      However, in the context of the assessment of the visual, phonetic and conceptual similarities 
between two opposing marks, which seeks to establish or to exclude the existence of a 
likelihood of confusion on the part of the relevant public, the overall impression created 
among the targeted public by each of the two signs must be taken into account. 

44      In the case of a complex word and figurative mark, the verbal elements are also figurative 
elements which, depending on their specific graphic features, are capable of producing a more 
or less marked visual impact. Thus, where such a sign consists of several verbal elements, it 
is quite conceivable that some of them may, because of their size, colour or position, for 
example, attract the consumer’s attention more, so that he or she, needing to refer orally to 
the sign, will be prompted to pronounce only those elements and to disregard the others. The 
visual impression created by the specific graphic features of the verbal elements of a complex 
sign is therefore liable to influence the sound representation of the sign. 

45      In this case … the word “work” dominates the overall visual impression of the earlier mark
and constitutes the verbal element likely to attract the attention more and to be immediately 
noticed and easily remembered. The other verbal elements of the sign have only a lesser 
impact in that regard. First, the element “pro” will be difficult to remember because of its 
small size and will not be immediately perceived as a word since the three letters of which it 
consists are spaced far apart from one another. Second, the sign “w”, consisting of an isolated 
letter which, moreover, is not very commonly used in the Spanish language, will be perceived 
more as a decorative element. 

46      It follows from the foregoing that the Board of Appeal did not make an error of assessment in 
considering that the opponent’s mark is likely to be identified orally by the targeted Spanish 
consumer by pronouncing only the word “work”. Since the phonetic comparison must be 
between the sound forms of the signs “work” and “pc works”, it must be concluded that there 
is a certain similarity, given that the two signs share, in the same sequence, the majority of 
the letters of which they are composed.’ 

17      Thirdly, on a conceptual comparison, at paragraphs 48 to 50 of the judgment, the Court of First
Instance held: 

’48      [T]he word “pc” in the trade mark applied for has a descriptive character in relation to the 
goods concerned, being, both in English and in Spanish, an abbreviation for “personal 
computer”. From the conceptual point of view, the distinctive element of that mark therefore 
consists of the word “works”. In the case of the earlier mark, it must be held, for reasons 
analogous to those set out in paragraphs 43 to 45 above and in the absence of non-verbal 
figurative elements having independent evocative force, that the dominant element on a 
conceptual level consists of the word “work”. 

49      [I]t must be regarded as plausible … that the targeted public, being made up of consumers 
familiar with the use of computers, has sufficient knowledge of English to understand the 
meaning of the word “work” and to recognise its plural form in the word “works”. 

50      In those circumstances, the Board of Appeal did not make an error of assessment in 
considering that the two opposing marks are also similar on a conceptual level.’ 

18      Finally, at paragraph 53 of the judgment, the Court of First Instance held that ‘in view of the 
similarities between the opposing signs and of the fact that they refer to goods of the same kind, it
must be concluded that the Board of Appeal did not make an error of assessment in considering that
there is, in this case, a real risk that the relevant public may form a mistaken impression as to the
commercial origin of those goods’. 

 Forms of order sought 

19      By its appeal, the appellant claims that the Court of Justice should: 
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–        set aside the judgment under appeal; 

–        annul the contested decision; 

–        annul the decision of the Opposition Division of 26 January 2001; 

–        allow registration of the trade mark applied for; 

–        order Mr Vila Ortiz to pay the costs incurred by the appellant in the present appeal, in the 
action before the Court of First Instance and the appeal to the Fourth Board of Appeal of 
OHIM, as well as in the opposition proceedings before the Opposition Division of OHIM. 

20      In its response, OHIM contends that the Court of Justice should: 

–        dismiss the appeal; 

–        order Creative Technology to pay the costs. 

 The appeal 

 Arguments of the parties 

21      Creative Technology relies on three pleas, alleging: 

–        infringement of Article 8(1)(b) of Regulation No 40/94, on the ground that the Court of First 
Instance wrongly found that there is a likelihood of confusion between the trade mark applied 
for and the earlier trade mark, 

–        infringement of the principles established in the judgment in Case C-251/95 Sabel [1997] 
ECR I-6191, on the ground that the Court of First Instance did not make a global assessment 
of the trade marks in question and attached no or little importance to the fact that the 
disputed products do not constitute occasional purchases, and 

–        infringement of the principles established in the judgment in Case T-6/01 Matratzen Concord 
v OHIM – Hukla Germany (MATRATZEN) [2002] ECR II-4335, on the ground that the Court 
declared that the ‘work’ element of the trade marks in question is predominant in the 
impression given by the earlier trade mark as a whole. 

22      As regards the first plea, Creative Technology argues that the Court of First Instance erred in law
by concluding that the trade mark applied for and the earlier trade mark are visually, phonetically
and conceptually similar within the meaning of Article 8(1)(b) of Regulation No 40/94. 

23      On a visual comparison, it argues that the marks in question are different, one being figurative and
the other verbal. The graphic component of the earlier mark should be taken into account. In
particular, the graphic element ‘w’ is the dominant element of the earlier mark, whereas the trade
mark applied for has no prominent feature. 

24      On a phonetic comparison, it is unlikely that consumers would shorten the earlier mark to ‘work’ 
and, supposing that that trade mark was shortened, it would very probably become ‘w work’ or 
‘work pro’, whereas the mark applied for would be ‘pc works’. There is a clear difference in the 
pronunciation of the two marks. 

25      On a conceptual comparison, the appellant argues that if the Spanish consumer had a sufficient
knowledge of the English language for the terms ‘work’ and ‘works’ to mean something to him the 
differences in meaning between the two words would be clear. Otherwise, that consumer would also
consider those terms as being different, because no way of associating them would occur if he did
not understand them. 

26      As regards the second plea, the appellant argues that the likelihood of confusion must be assessed
on the basis of a global assessment of the visual, aural or conceptual similarity of the marks in
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question. The Court of First Instance attached too much importance to the existence of the common
element ‘work’ in those marks and did not attach any importance or insufficient importance to the
presence of other elements, in particular to the fact that the earlier trade mark is a graphic mark
and the goods concerned do not constitute occasional purchases. 

27      As regards the third plea, Creative Technology argues that the Court of First Instance erred in its
application of the approach adopted in its judgment MATRATZEN, a judgment which relates to an 
earlier trade mark made up of the single term ‘matratzen’ and a trade mark applied for which is 
made up of three terms, ‘matratzen’, ‘markt’ and ‘concord’. In the present case, the Court of First 
Instance wrongly ruled that the word ‘work’ is the dominant visual element of the earlier mark and
that ‘works’ is the dominant element of the trade mark applied for. The letter ‘w’ is just as 
dominant, although only the term ‘works’ is more dominant, given that it is written in large white 
letters surrounded by a black disc which gives it a striking appearance. Moreover, the Court of First
Instance made an error by breaking down the trade mark applied for to come to the conclusion that
the elements to be compared amount to ‘work’ and ‘works’. In addition, the judgment under appeal 
leads to the effective monopolisation of the word ‘work’ as a trade mark in Spain, as the use of that 
word is standard in the English language. The monopolisation of such a word in Europe should be
opposed. 

28      OHIM considers that the three pleas relied on by Creative Technology are in reality only one plea,
alleging infringement of Article 8(1)(b) of Regulation No 40/94, in particular as regards the concept
of global assessment of the likelihood of confusion and, in that context, the determination of the
distinctive and dominant elements. 

29      OHIM argues that the claim for registration of the trade mark in question to be allowed is
inadmissible, as are the arguments of the appellant which are more concerned with the assessment
by the Court of First Instance of the facts than with a real error of law, and that there was no such
error as regards the application of Article 8(1)(b) of Regulation No 40/94. 

 Findings of the Court 

30      According to Article 119 of the Rules of Procedure, where the appeal is, in whole or in part, clearly
inadmissible or clearly unfounded, the Court may at any time, acting on a report from the Judge-
Rapporteur and after hearing the Advocate General, by reasoned order dismiss the appeal in whole
or in part. 

31      It must be borne in mind that, in accordance with Article 8(1)(b) of Regulation No 40/94, upon
opposition of the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered when, because of its identity with or similarity to the earlier trade mark and the identity
or similarity of the goods or services covered by the trade marks, there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is protected; the
likelihood of confusion includes the likelihood of association with the earlier trade mark. 

32      The likelihood of confusion on the part of the public must be assessed globally, taking into account
all the relevant factors of the case in hand. In addition, as regards the visual, aural or conceptual
similarity of the trade marks in question, the global assessment of the likelihood of confusion must
be based on the overall impression given by those trade marks, taking into account, in particular,
their distinctive and dominant elements (orders in Case C-3/03 P Matratzen Concord v OHIM [2004] 
ECR I-3657, paragraph 29, and Case C-324/05 P Plus Warenhandelsgesellschaft v OHIM [2006] ECR 
I-0000, paragraph 25). 

33      Firstly, by ruling at paragraph 51 of the judgment under appeal that the trade mark applied for and
the earlier mark are visually, phonetically and conceptually similar, the Court of First Instance
undertook an assessment of a factual nature (see, to that effect, the orders in Matratzen Concord v 
OHIM, paragraph 34, and Plus Warenhandelsgesellschaft v OHIM, paragraph 26). 

34      Therefore, the arguments of Creative Technology, under the three pleas on which it relies and
which are set out in paragraphs 22 to 27 of the present order, seek to challenge the assessment of
the facts by the Court of First Instance, in so far as they relate to the visual, aural and conceptual
differences between the marks in question and to the assessment made by the Court of First
Instance in that respect. 

35      In accordance with Article 225(1) EC and the first paragraph of Article 58 of the Statute of the
Court of Justice, an appeal lies on a point of law only. The Court of First Instance thus has exclusive
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jurisdiction to find and appraise the relevant facts and to assess the evidence. The appraisal of those facts
and the assessment of that evidence thus do not, save where the facts or evidence are distorted,
constitute points of law subject, as such, to review by the Court of Justice on appeal (see, inter alia,
Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22, and Case C-173/04 P Deutsche 
SiSi-Werke v OHIM [2006] ECR I-0000, paragraph 35).  

36      Since distortion of the facts and evidence submitted to the Court of First Instance is not alleged in
the present case, the first, second and third pleas must be dismissed as clearly inadmissible on the
grounds that they concern the assessment of the facts by the Court of First Instance. 

37      Next, it must be held that, in considering at paragraph 52 of the judgment under appeal that the
assessment of the likelihood of confusion, which must be carried out taking into account all the
relevant factors, must, as regards the visual, aural or conceptual similarity of the trade marks in
question, be based on the overall impression made by those trade marks, the Court of First Instance
did not err in law as regards the application of Article 8(1)(b) of Regulation No 40/94. 

38      In addition, in so far as the Court of First Instance made an overall assessment of the likelihood of
confusion, the arguments of Creative Technology in that respect under the second and third pleas
are clearly unfounded. 

39      The second and third pleas alleging infringement of Article 8(1)(b) of Regulation No 40/94 must
accordingly be rejected. 

40      Finally, it is apparent from Article 63(3) and (6) of Regulation No 40/94 that, on the one hand, the
Court of Justice has jurisdiction both to annul and to alter the contested decision and, on the other
hand, OHIM must take the measures necessary to comply with the judgment of the Court of Justice. 

41      Pursuant to those provisions, the Court of Justice has no jurisdiction to rule on a claim such as that
seeking to have the registration of a Community trade mark authorised. 

42      That claim must therefore be rejected as clearly inadmissible. 

43      The appeal must therefore be dismissed in its entirety. 

 Costs 

44      Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings pursuant to
Article 118 of those rules, the unsuccessful party is to be ordered to pay the costs if they have been
applied for in the successful party’s pleadings. As OHIM has applied for costs and the appellant has
been unsuccessful, the latter must be ordered to pay the costs. 

On those grounds, the Court (Fifth Chamber) hereby orders: 

1.      The appeal is dismissed. 

2.      Creative Technology is ordered to pay the costs. 

[Signatures] 

*Language of the case: English. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

ORDER OF THE COURT (Fourth Chamber) 

27 April 2006 (*) 

(Appeal – Community trade mark – Regulation (EC) No 40/94 – Article 8(1)(b) – Similarity between 
two trade marks – Likelihood of confusion – Application for Community trade mark FLEXI AIR – 

Earlier word mark FLEX – Refusal to register) 

In Case C-235/05 P, 

APPEAL under Article 56 of the Statute of the Court of Justice, brought on 27 May 2005, 

L’Oréal SA, established in Paris (France), represented by X. Buffet Delmas d’Autane, avocat, 

applicant,

the other parties to the proceedings being: 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by G. Schneider, acting as Agent, 

defendant at first instance,

Revlon (Switzerland) SA, established in Schlieren (Switzerland), 

intervener at first instance,

THE COURT (Fourth Chamber), 

composed of K. Schiemann, President of the Chamber, J.N. Cunha Rodrigues and E. Levits
(Rapporteur), Judges, 

Advocate General: D. Ruiz-Jarabo Colomer, 

Registrar: R. Grass, 

after hearing the Advocate General, 

makes the following 

Order 

1       By its appeal, L’Oréal SA (‘L’Oréal’) seeks to have set aside the judgment of the Court of First
Instance of the European Communities of 16 March 2005 in Case T-112/03 L’Oréal v OHIM – Revlon 
(FLEXI AIR) [2005] ECR II-0000 (‘the contested judgment’), by which the Court of First Instance 
rejected its application for the annulment of the decision of the Fourth Board of Appeal of the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 15 January 2003
(Case R 396/2001-4), rejecting its application for the registration of the work mark FLEXI AIR as a
Community trade mark (‘the disputed decision’). 

 Legal framework 

2       Article 8(1)(b) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1) provides: 
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‘1.       Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall 
not be registered:  

… 

(b)    if because of its identity with or similarity to the earlier trade mark and the identity or 
similarity of the goods or services covered by the trade marks there exists a likelihood of 
confusion on the part of the public in the territory in which the earlier trade mark is protected; 
the likelihood of confusion includes the likelihood of association with the earlier trade mark.’  

 Facts giving rise to the dispute 

3       On 9 December 1998, L’Oréal filed with OHIM an application for the registration of the word mark
FLEXI AIR as a Community trade mark. 

4       The hair-care products for which registration was sought are covered by Class 3 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended. 

5       On 30 November 1999, Revlon (Suisse) SA (‘Revlon’) filed a notice of opposition pursuant to Article 
42(1) of Regulation No 40/94 against registration of the mark applied for. 

6       That opposition was based on the existence of the word mark FLEX (‘the earlier mark’) of which 
Revlon is the proprietor and which is registered in France for goods covered by Classes 3 and 34 of
the Nice Agreement and in Sweden and the United Kingdom for goods covered by Class 3. 

7       In support of its opposition, Revlon relied on the relative ground for refusal referred to in Article 8
(1)(b) of Regulation No 40/94. 

8       By decision of 27 March 2001, the Opposition Division of OHIM rejected L’Oréal’s application for 
registration on the ground that there was a likelihood of confusion between the trade mark applied
for and the earlier mark registered in the United Kingdom, by reason of the similarity between the
signs and the identity and the similarity of the goods concerned. 

9       On an appeal brought by L’Oréal, the Fourth Board of Appeal of OHIM confirmed, by decision of 15 
January 2003, the rejection of the application by the Opposition Division of OHIM. While it held that
the earlier mark was of weak distinctive character, it considered that the signs FLEX and FLEXI AIR
(‘the signs in question’) were visually, phonetically and conceptually similar, which meant that the
risk could not be excluded that the signs would be perceived by consumers as belonging to the
same family of marks or to one line of products. 

 The contested judgment 

10     In support of its application before the Court of First Instance for the annulment of the contested
decision, L’Oréal put forward several pleas in law, including one alleging infringement of Article 8(1)
(b) of Regulation No 40/94. 

11     In that regard, L’Oréal argued in particular that having regard to the Board of Appeal’s finding that 
the earlier mark was of weak distinctive character, only a complete reproduction of that mark could
give rise to a likelihood of confusion and that that weak distinctive character meant that it was not
correct that the element ‘FLEX’ appearing in the complex mark applied for constitutes the dominant
element of that mark for the purposes of assessing the conceptual similarity of the marks in
question. Thus the Board of Appeal failed to draw the conclusions which necessarily resulted from its
findings that the earlier mark was of weak distinctive character. 

12     In paragraph 61 of the contested judgment, the Court of First Instance first of all held, as regards
the argument that given the weak distinctive character of the earlier mark only a complete
reproduction of it could give rise to a likelihood of confusion, that: 

‘although the distinctive character of the earlier mark must be taken into account when assessing
the likelihood of confusion (see, by analogy, judgment of the Court of Justice in Case C-39/97 
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Canon [1998] ECR I-5507, paragraph 24), it is only one factor among others involved in that
assessment. Thus, even in a case involving an earlier mark of weak distinctive character, on the one
hand, and a trade mark applied for which is not a complete reproduction of it, on the other, there
may be a likelihood of confusion on account, in particular, of a similarity between the signs and
between the goods or services covered.’ 

13     Having held at paragraph 62 of the contested judgment that the goods in question were in part
identical and in part very similar, the Court of First Instance went on to compare the signs in
question by carrying out a global assessment of their visual, phonetic and conceptual similarity. 

14     As regards the analysis of visual similarity, having noted at paragraph 64 of the contested judgment
that the Board of Appeal took the view that the element ‘FLEX’ was dominant in character and that 
such dominance was not affected either by the presence of the letter ‘I’ nor by the element ‘air’, 
which was placed in second position in the sign which it was sought to register as a mark, the Court
of First Instance confirmed the assessment of the Board of Appeal and held that the signs in
question were visually similar. 

15     At paragraph 66 of the contested judgment, the Court of First Instance stated: 

‘… it must be pointed out, firstly, that there is no reason why a sign consisting of two words and a
sign consisting of a single word may not be visually similar. Secondly, in this case, neither the fact
that neither of the two words in the sign applied for is identical to the earlier sign nor the fact that
the latter is short is capable of invalidating the visual similarity created by the coincidence of four
letters of the sign applied for out of eight, placed in the same order and at the beginning of both
signs.’ 

16     As regards the phonetic comparison of the signs in question, the Court of First Instance also
confirmed, at paragraphs 70 to 72 of the contested judgment, the assessment of the Board of
Appeal, taking the view that in so far as the addition of the letter ‘I’ and the element ‘AIR’ in the 
sign FLEXI AIR play only a phonetically insignificant role, those signs are phonetically similar.  

17     At the conceptual level, the Court of First Instance also confirmed the Board of Appeal’s 
determination that the signs possess a common meaning in the English language, when it stated at
paragraph 78 of the contested judgment: 

‘The arguments regarding, respectively, the lack of distinctive character of the earlier sign, the fact
that the word ‘flexi’ does not exist in the English language and the fact the sign FLEXI AIR is a
fanciful name must also be rejected, since they are not such as to overcome the fact that the words
“flex” and “flexi” both refer, in English, to flexibility …’ 

18     Lastly, the Court of First Instance held at paragraphs 81 to 87 of the contested judgment that the
Board of Appeal was correct in finding that there was a likelihood that consumers would believe that
the slight difference between the signs reflected a variation in the nature of the products or
stemmed from marketing considerations and not that that difference denoted goods from different
traders. 

19     In the light of all of those findings and having rejected the two other pleas in law put forward by
L’Oréal in support of its application, the Court of First Instance dismissed the application in its
entirety. 

 The appeal  

20     In its appeal, the applicant claims that the contested judgment should be set aside and that OHIM
should be ordered to pay the costs. In support of those claims, it puts forward two pleas in law
based primarily on infringement of Article 8(1)(b) of Regulation No 40/94, by reason of the failure of
the Court of First Instance correctly to apply the criteria laid down for the proper implementation of
that provision or, in the alternative, on infringement of Articles 36 and 53 of the Statute of the Court
of Justice, by reason of a failure to state adequate grounds in the contested judgment. 

21     OHIM contends that the appeal should be dismissed and that the applicant should be ordered to pay
the costs. 
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22     By virtue of Article 119 of the Rules of Procedure, where the appeal is manifestly unfounded, the
Court may, at any time, acting on a report by the Judge-Rapporteur and after hearing the Advocate 
General, by reasoned order dismiss the appeal. 

 The first plea 

 Arguments of the parties 

23     The applicant essentially complains that the Court of First Instance had regard to the weak
distinctive character of the earlier mark only when it assessed the likelihood of confusion between
the marks at issue and not when assessing the similarity of the signs in question. 

24     The degree of similarity between two signs which contain a common element is largely dependent
on the distinctive character of the earlier mark. 

25     In the present case, it follows that the common element ‘FLEX’, which is, as the Court of First 
Instance itself held, of weak distinctive character, cannot have the significance which the Court of
First Instance gave it in assessing the similarity of the signs in question. Furthermore, the other
elements which distinguish the complex mark FLEXI AIR from the earlier mark should have been
given more importance in that assessment, and the Court of First Instance should accordingly have
rejected any similarity between the two marks in question and, as a result, any likelihood of
confusion. In consequence, only a complete reproduction of the earlier mark could give rise to such
a risk. 

26     Moreover, the method used by the Court of First Instance in the contested judgment to compare the
signs in question leads to a result which conflicts with the previous case-law of that Court, according 
to which a non-distinctive element of a complex mark cannot be considered by the targeted public
as being the element which dominates the overall impression created by it (see, to that effect, Case
T-6/01 Matratzen Concord v OHIM – Hukla Germany (MATRATZEN) [2002] ECR II-4335, paragraph 
49; Case T-117/02 Grupo El Prado Cervera v OHIM – Debuschewitz Heirs (CHUFAFIT) [2004] ECR 
II-2073, paragraph 51; and Case T-390/03 CM Capital Markets v OHIM –Caja de Ahorros de Murcia 
(CM) [2005] ECR II-0000, paragraph 48). 

27     The applicant lastly submits that, contrary to the principle laid down in paragraph 18 of the
judgment in Canon, the approach adopted in the contested judgment artificially gives priority to an
element of a complex mark which is of weak distinctive character in assessing the similarity
between the signs in question. 

28     OHIM maintains that the first plea relied on by the applicant is based on an incorrect interpretation
of the contested judgment, as at no point did the Court of First Instance state that it refused to take
into account the degree of distinctiveness of the earlier mark in comparing the signs in question.
Having regard to the pleas raised in the action before the Court of First Instance, the latter did take
into account the weak distinctive character of the earlier mark, but did not, however, ascribe to it
the significance given to it by the applicant. It follows that the applicant is challenging not so much
the methodology of the Court of First Instance but its global assessment of the likelihood of
confusion. 

29     Furthermore, the Court of First Instance did not commit any error of law in taking the view, once it
had held that the earlier mark was of weak distinctive character, that the element ‘FLEX’ in the mark 
applied for constituted its dominant element 

30     First, the assessment of the likelihood of confusion requires that a number of factors be taken into
account, including the degree of similarity of the marks in question and that of the goods or services
covered. It is necessary in that regard to define a normative framework which delimits the extent of
the protection enjoyed by the earlier mark. The distinctive character which the latter possesses is
the most important factor in defining that framework. 

31     By contrast, the assessment of the similarity of the signs in question must concentrate on the
perception of the relevant public, irrespective of the extent of the protection enjoyed by the earlier
mark. 

32     Secondly, the extent of the distinctiveness of an element of a complex mark will be a guiding factor
in determining whether such distinctiveness will dominate the overall impression conveyed by that
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mark, irrespective of the assessment of the similarity of the two signs. The fact that such an element is
only of weak distinctive character does not automatically mean that it cannot be the dominant
element of a complex mark. If the other elements of the mark are of even weaker distinctive
character, the common element will, notwithstanding its weak distinctive character, none the less
dominate the global impression conveyed by the mark applied for. 

 Findings of the Court 

33     Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier
mark, the trade mark applied for is not to be registered if, because of its identity with or similarity
to the earlier mark and the identity or similarity of the goods or services covered by the marks,
there exists a likelihood of confusion on the part of the public in the territory in which the earlier
mark is protected. Such a likelihood of confusion includes the likelihood of association with the
earlier mark. 

34     It is settled case-law that likelihood of confusion on the part of the public must be assessed globally, 
taking into account all factors relevant to the circumstances of the case (see, to that effect, Case
C-251/95 SABEL [1997] ECR I-6191, paragraph 22; Case C-342/97 Lloyd Schuhfabrik Meyer [1999] 
ECR I-3819, paragraph 18; and order of 28 April 2004 in Case C-3/03 P Matratzen Concord v OHIM 
[2004] ECR I-3657, paragraph 28). 

35     That global assessment implies some interdependence between the relevant factors, and in
particular a similarity between the trade marks and between the goods or services covered. Thus, a
lesser degree of similarity between those goods or services may be offset by a greater degree of
similarity between the marks, and vice versa. Accordingly, it is necessary to give an interpretation
of the concept of similarity in relation to the likelihood of confusion, the assessment of which
depends, in particular, on the recognition of the trade mark on the market and the degree of
similarity between the mark and the sign and between the goods or services covered (see Canon, 
paragraph 17, and Lloyd Schuhfabrik Meyer, paragraph 19). 

36     In that regard, as the more distinctive the earlier mark, the greater the risk of confusion (SABEL, 
paragraph 24), marks with a highly distinctive character, either per se or because of the reputation 
they possess on the market, enjoy broader protection than marks with a less distinctive character
(see Canon, paragraph 18, and Lloyd Schuhfabrik Meyer, paragraph 20). 

37     It has therefore been held that there may be a likelihood of confusion, notwithstanding a low degree
of similarity between the marks, where the similarity of the goods or services covered is high and
the earlier mark possesses a strong distinctive character (see, to that effect, Canon, paragraph 19, 
and Lloyd Schuhfabrik Meyer, paragraph 21). 

38     In the present case, having held that the earlier mark was only of weak distinctive character and
that the products concerned were identical or similar, the Court of First Instance compared the signs
in question in order to determine whether they were similar. At paragraph 83 of the contested
judgment, it held that, notwithstanding the weak distinctive character of the earlier mark, there was
a likelihood of confusion between the signs and, accordingly, between the marks covered by them. 

39     In that regard, the Court of First Instance cannot be criticised for not having disregarded, in its
examination of the similarity of the signs in question, the element ‘FLEX’, which is common to the 
marks, on the ground that the earlier mark is only of weak distinctive character. 

40     In the first place, it is settled case-law that in order to assess the degree of similarity between the
marks concerned, it is necessary to determine the degree of visual, aural or conceptual similarity
between them and, where appropriate, to determine the importance to be attached to those
different elements, taking account of the category of goods or services in question and the
circumstances in which they are marketed (see Lloyd Schuhfabrik Meyer, paragraph 27). 

41     In addition, the global assessment of the likelihood of confusion must, as regards the visual, aural
or conceptual similarity of the marks in question, be based on the overall impression created by
them, bearing in mind, in particular, their distinctive and dominant components. The perception of
the marks in the mind of the average consumer of the goods or services in question plays a decisive
role in the global assessment of the likelihood of confusion (see SABEL, paragraph 23, Lloyd 
Schuhfabrik Meyer, paragraph 25, and the order in Case C-3/03 P Matratzen Concord v OHIM, 
paragraph 29). 
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42     It follows that the distinctive character of the earlier mark cannot have the significance which the
applicant argues it should be given in the comparison of the signs in question, as it is not a factor
which influences the perception which the consumer has of the similarity of the signs. 

43     It must therefore be held that the applicant has misconstrued the concepts which govern the
determination of whether a likelihood of confusion between two marks exists, by failing to
distinguish between the notion of the distinctive character of the earlier mark, which determines the
protection afforded to that mark, and the notion of the distinctive character which an element of a
complex mark possesses, which is concerned with its ability to dominate the overall impression
created by the mark. 

44     In the second place, as was pointed out at paragraphs 35 and 36 of this judgment, the existence of
a likelihood of confusion on the part of the public must be assessed globally, taking into account all
factors relevant to the circumstances of the case. 

45     The applicant’s approach would have the effect of disregarding the notion of the similarity of the
marks in favour of one based on the distinctive character of the earlier mark, which would then be
given undue importance. The result would be that where the earlier mark is only of weak distinctive
character a likelihood of confusion would exist only where there was a complete reproduction of that
mark by the mark applied for, whatever the degree of similarity between the marks in question. If
that were the case, it would be possible to register a complex mark, one of the elements of which
was identical with or similar to those of an earlier mark with a weak distinctive character, even
where the other elements of that complex mark were still less distinctive than the common element
and notwithstanding a likelihood that consumers would believe that the slight difference between
the signs reflected a variation in the nature of the products or stemmed from marketing
considerations and not that that difference denoted goods from different traders. 

46     In addition, it should be noted that the assessment of the similarity between two marks does not
amount to taking into consideration only one component of a complex trade mark and comparing it
with another mark, but that such a comparison must, on the contrary, be made by examining the
marks in question, each considered as a whole (see order in Case C-3/03 P Matratzen Concord v 
OHIM, paragraph 32). 

47     In those circumstances, it must be held that the Court of First Instance did not commit an error of
law in its assessment of the similarity of the signs in question by not ascribing to the weak
distinctive character of the earlier mark the significance which the applicant wrongly gives to it. 

48     Furthermore, in arguing that, by wrongly applying Article 8(1)(b) of Regulation No 40/94, the Court
of First Instance reached the view that the word ‘FLEX’ constitutes the dominant element of the 
mark applied for, the applicant in fact confines itself to challenging the assessment of the facts
made by the Court of First Instance without alleging any distortion of the evidence in the case-file 
put before that Court. That appraisal thus does not constitute a point of law which is subject, as
such, to review by the Court of Justice on appeal (Case C-104/00 P DKV v OHIM [2002] ECR I-7561, 
paragraph 22; order of 5 February 2004 in Case C-326/01 P Telefon & Buch v OHIM [2004] ECR I-
1371, paragraph 35; and order in Case C-3/03 P Matratzen Concord v OHIM, paragraph 34). 

49     The first plea put forward by the applicant in support of its appeal must accordingly be rejected as
being manifestly unfounded. 

 The second plea 

 Arguments of the parties 

50     The applicant maintains that, by limiting itself to referring in very broad terms to the weak
distinctive character of the earlier mark, without drawing any conclusion as regards the likelihood of
confusion arising as a result, the Court of First Instance infringed the duty to give adequate reasons
for its decisions. 

51     OHIM contends that this plea is manifestly unfounded, in so far as at various points in its analysis
the Court of First Instance sets out the reason why that weak distinctive character did not exercise a
decisive influence in reaching the conclusion which that Court adopted as to the existence of a
likelihood of confusion. 

 Findings of the Court 
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52     In the first place, as is clear from paragraph 59 of the contested judgment and as to which there is
no dispute between the parties, the Court of First Instance held that the earlier mark was of weak
distinctive character. 

53     In the second place, having held at paragraph 61 of the contested judgment that, even in a case
involving an earlier mark of weak distinctive character and a mark applied for which is not a
complete reproduction of it, there may be a likelihood of confusion on account, in particular, of a
similarity between the signs and between the goods or services covered, the Court of First Instance
undertook, at paragraphs 62 to 80 of the contested judgment, a comparison of those signs and
those goods. It noted that the assessment of the likelihood of confusion must, as regards the visual,
aural or conceptual similarity of those signs, be based on the overall impression given by the signs,
bearing in mind, inter alia, their distinctive and dominant components. Thus, the Court of First
Instance did indeed carry out such an assessment, by setting out, at various points in its analysis,
the reasons why it took the view that the signs in question are similar. 

54     In the third place, having held at paragraphs 81 to 83 of the contested judgment that the signs in
question are similar on the visual, phonetic and conceptual level and that the goods are in part
identical and in part very similar, the Court of First Instance held that, notwithstanding the weak
distinctive character of the earlier mark, there was a likelihood of confusion between it and the mark
applied for. 

55     It must accordingly be held that the Court of First Instance did not fail to fulfil its obligation to state
adequate reasons. It gave grounds for its finding that there was a likelihood of confusion when it
stated, first, in its comparison of the signs in question that the word ‘FLEX’ is the dominant element 
in the complex sign FLEXI AIR and, secondly, that, having regard to the similarity between the signs
in question, there was a likelihood of confusion, notwithstanding that the earlier mark was of weak
distinctive character. 

56     The second plea put forward by the applicant in support of its appeal must accordingly also be
rejected as being manifestly unfounded. 

57     It follows from all of the above that the appeal is manifestly unfounded and must therefore be
dismissed. 

 Costs 

58     Under Article 69(2) of the Rules of Procedure, applicable to appeals by virtue of Article 118, the
unsuccessful party is to be ordered to pay the costs, if they have been applied for in the successful
party’s pleadings. Since OHIM has asked for the applicant to be ordered to pay the costs and the
latter has been unsuccessful, the applicant must be ordered to pay the costs. 

On those grounds, the Court (Fourth Chamber) hereby orders: 

1.      The appeal is dismissed. 

2.      L’Oréal SA is ordered to pay the costs. 

[Signatures] 

* Language of the case: English. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (Third Chamber) 

18 July 2006 *(1) 

(Appeals – Community trade mark – Article 8(1)(b) of Regulation (EC) No 40/94 – Likelihood of 
confusion – Word mark SISSI ROSSI – Opposition by the holder of the earlier word mark MISS 

ROSSI – Arguments presented for the first time at the hearing – Offers of evidence) 

In Case C-214/05 P, 

APPEAL under Article 56 of the Statute of the Court of Justice, brought on 10 May 2005, 

Sergio Rossi SpA, established in San Mauro Pascoli (Italy), represented by A. Ruo, avvocato, 

appellant,

the other parties to the proceedings being: 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by O. Montalto and P. Bullock, acting as Agents, 

defendant at first instance,

Sissi Rossi Srl, established in Castenaso di Villanova (Italy), represented by S. Verea, avvocato, 

intervener at first instance,

THE COURT (Third Chamber), 

composed of A. Rosas, President of the Chamber, J. Malenovský (Rapporteur), J.-P. Puissochet, A. 
Borg Barthet and A. Ó Caoimh, Judges, 

Advocate General: J. Kokott, 

Registrar: R. Grass, 

having regard to the written procedure, 

after hearing the Opinion of the Advocate General at the sitting on 16 March 2006, 

gives the following 

Judgment 

1        By its appeal, Sergio Rossi SpA seeks to have set aside the judgment of the Court of First Instance
of the European Communities of 1 March 2005 in Case T-169/03 Sergio Rossi v OHIM [2005] ECR 
II-685 (‘the judgment under appeal’) by which the latter dismissed its action for annulment of the
decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM) of 28 February 2003 (Case R 569/2002-1) (‘the contested decision’), 
relating to opposition proceedings between Calzaturificio Rossi SpA, whose rights were acquired by
Sergio Rossi SpA, and Sissi Rossi Srl.  

 Legal context 
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2        Article 44(1) of the Rules of Procedure of the Court of First Instance provides: 

‘An application of the kind referred to in Article 21 of the Statute of the Court of Justice shall state:  

… 

(c)      the subject-matter of the proceedings and a summary of the pleas in law on which the 
application is based; 

(d)      the form of order sought by the applicant;  

(e)      where appropriate, the nature of any evidence offered in support.’ 

3        According to the first paragraph of Article 48(2) of those Rules of Procedure: 

‘No new plea in law may be introduced in the course of proceedings unless it is based on matters of
law or of fact which come to light in the course of the procedure.’  

4        Article 8(1) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1) provides:  

‘Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:  

… 

(b)      if because of its identity with or similarity to the earlier trade mark and the identity or
similarity of the goods or services covered by the trade marks there exists a likelihood of confusion
on the part of the public in the territory in which the earlier trade mark is protected; the likelihood
of confusion includes the likelihood of association with the earlier trade mark.’  

5        Article 73 of Regulation No 40/94 provides : 

‘Decisions of the Office shall state the reasons on which they are based. They shall be based only on
reasons or evidence on which the parties concerned have had an opportunity to present their
comments.’  

6        According to Article 74 of that regulation: 

‘1.      In proceedings before it the Office shall examine the facts of its own motion; however, in
proceedings relating to relative grounds for refusal of registration, the Office shall be restricted in
this examination to the facts, evidence and arguments provided by the parties and the relief sought. 

2.      The Office may disregard facts or evidence which are not submitted in due time by the parties
concerned.’  

 Background to the case  

7        The Court of First Instance described the background to the case as follows: 

‘1      On 1 June 1998, [Sissi Rossi Srl (“Sissi Rossi”)] filed with [OHIM] an application for a 
Community trade mark under [Regulation No 40/94]. 

2      The mark in respect of which registration was sought is the word mark SISSI ROSSI. 

3      The goods in respect of which registration was sought fall primarily within Class 18 of the Nice 
Agreement concerning the International Classification of Goods and Services for the Purposes 
of the Registration of Marks of 15 June 1957, as revised and amended, and are described as 
follows: “leather and imitations of leather, and goods made of these materials and not 
included in other classes; animal skins, hides; trunks and travelling bags; umbrellas, parasols 
and walking sticks; whips, harness and saddlery”. 
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         … 

5      On 21 May 1999, Calzaturificio Rossi SpA filed a notice of opposition under Article 42(1) of 
Regulation No 40/94 to registration of the mark applied for in respect of the goods “leather 
and imitations of leather, and goods made of these materials and not included in other 
classes; animal skins, hides; trunks and travelling bags”. 

6      The trade marks relied on in support of the opposition are the word mark MISS ROSSI, 
registered in Italy on 11 November 1991 (No 553 016), and the international mark MISS 
ROSSI, registered on the same day with effect in France (No 577 643). The goods designated 
by those earlier marks are “footwear” in Class 25 of the Nice Agreement. 

         … 

8      Following a merger acquisition of Calzaturificio Rossi SpA, which was recorded by a notarial act 
on 22 November 2000, the applicant, now called Sergio Rossi SpA, became the proprietor of 
the earlier marks. 

9      By decision of 30 April 2002, the Opposition Division refused the application for registration in 
respect of all the goods covered by the opposition. It found, essentially, that the applicant had 
proven genuine use of the earlier marks only in relation to the goods “women’s footwear” and 
that those goods and the goods “leather and imitations of leather, and goods made of these 
materials and not included in other classes; animal skins, hides; trunks and travelling bags” 
covered by the trade-mark application were similar. Moreover, the Opposition Division held 
that the marks were similar in the mind of the French consumer. 

10      On 28 June 2002, [Sissi Rossi] brought an appeal against the decision of the Opposition 
Division before OHIM.  

11      By [the contested decision], the First Board of Appeal of OHIM annulled the decision of the 
Opposition Division and rejected the opposition. The Board of Appeal found, essentially, that 
the marks in question were only vaguely similar. Moreover, having compared the distribution 
channels, functions and nature of the goods in question, it found that, for the most part, the 
differences between the goods outweighed their few common points. In particular, it 
examined and rejected the argument that the goods “women’s footwear” and “women’s bags” 
were similar because they were complementary. Therefore, there was, in its view, no 
likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No 40/94.’ 

 The proceedings before the Court of First Instance and the judgment under appeal  

8        By application lodged at the Registry of the Court of First Instance on 12 May 2003, Sergio Rossi
SpA brought an action against the contested decision seeking principally the annulment thereof in
full and in the alternative partial annulment thereof in so far as it finds that there is no likelihood of
confusion between the marks with respect to ‘women’s bags’ and ‘women’s footwear’ including the 
word mark MISS ROSSI. 

9        In the judgment under appeal, the Court of First Instance, first, refused to take account of certain
evidence – including newspaper articles, advertisements and photographs, in particular from
internet sites – produced by Sergio Rossi SpA in support of its argument that women’s footwear and 
women’s bags are similar goods, on the ground that those documents had not been produced during
the administrative procedure before OHIM. 

10      Concerning the application for annulment of the contested decision, the Court of First Instance held
that the principal head of claim was to be dismissed and that it was necessary only to consider the
claim put forward in the alternative. The Court of First Instance noted, first, that it was apparent
from the application before it, in particular from the first head of claim and the oral argument put
forward by the applicant, that the latter took the view that all the goods in respect of which the
opposition was entered, namely ‘leather and imitations of leather, and goods made of these
materials and not included in other classes; animal skins, hides; trunks and travelling bags’, on the 
one hand, and ‘women’s footwear’ covered by the earlier marks, on the other, were similar. It
found, however, that the line of argument put forward in the application referred only to ‘women’s 
bags’ and ‘women’s footwear’. In the absence of any argument casting doubt on the finding of the 
Board of Appeal that ‘leather and imitations of leather, animal skins, hides; trunks and travelling 
bags’, on the one hand, and ‘women’s footwear’, on the other, were not similar, the Court of First 
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Instance held that it was not necessary to examine the plea raised before it relating to the alleged
similarity between those goods.  

11      The Court of First Instance further held that the general reference by the applicant to all of the
submissions it had put forward in the proceedings before OHIM could not make up for the lack of
argument in the application. Lastly, the Court of First Instance stated that it was only at the hearing
and, therefore, too late, that the applicant had claimed that all of those goods were sold through the
same channels and were made of the same raw material.  

12      Next, the Court of First Instance considered the similarities between ‘women’s bags’, covered by 
the application for a Community trade mark, and ‘women’s footwear’, covered by the earlier marks, 
and also the similarity of the signs in question, and found that there was no likelihood of confusion
between the marks in question. Consequently, it dismissed the action. 

 Forms of order sought  

13      By its appeal, the appellant claims that the Court should:  

–        set aside in full the judgment under appeal; 

–        in the alternative, set aside the judgment under appeal as regards the registration of the 
mark SISSI ROSSI in respect of goods such as ‘leather and imitations of leather’; 

–        in the further alternative, once the appellant’s right to submit evidence has been upheld, set 
aside in full the judgment under appeal and refer the case back to the Court of First Instance 
so that it may examine the evidence it held to be inadmissible or, in the alternative and 
pursuant to the right to present one’s comments provided for in Article 73 of Regulation No 
40/94, refer it back to the OHIM Board of Appeal for it to set a time-limit within which the 
parties may present their comments; and 

–        order OHIM to pay the costs. 

14      OHIM and Sissi Rossi contend that the Court should dismiss the appeal and order the appellant to
pay the costs.  

 The appeal 

15      In support of its claim to have the judgment under appeal set aside, the appellant relies on three
grounds of appeal. The first and second grounds of appeal allege incorrect application of the Rules of
Procedure of the Court of First Instance. By its third ground of appeal, which comprises two parts,
the appellant alleges infringement of Article 8(1)(b) of Regulation No 40/94.  

16      It is appropriate to begin by examining the third ground of appeal, followed by the first and second
grounds of appeal. 

 The third ground of appeal 

 Arguments of the parties 

17      In the first part of the third ground of appeal, the appellant claims that the Court of First Instance
made an incorrect analysis of the relevant factors for assessing the similarity of the goods
concerned – and, therefore, the likelihood of confusion between the marks in question – as those 
factors are determined by the case-law of the Court of Justice and which include, inter alia, their
nature, their intended purpose and their method of use and whether they are in competition with
each other or are complementary. It refers in this connection to paragraph 23 of the judgment in
Case C-39/97 Canon [1998] ECR I-5507. 

18      The appellant alleges that the Court of First Instance, inter alia, ignored the fact that the end
consumers of the goods are identical. Moreover, in assessing the criterion of the intended purpose
of the goods, the Court of First Instance did not take due account of the aesthetic function of
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women’s bags and women’s footwear, a function which makes those goods complementary, as they must
be matched in an aesthetically pleasing manner. The Court of First Instance further found that the
applicant had not demonstrated, in the proceedings before OHIM, that the goods in question were
usually marketed in the same sales outlets. However, the appellant was never given the opportunity
during those proceedings to prove that fact.  

19      In the second part of its third ground of appeal, the appellant claims that the Court of First Instance
made an incorrect assessment of the similarity of the marks in question. It states in particular that
the finding by the Court of First Instance appears to be derived from the fact that the patronymic
‘Rossi’ is very well known to French consumers. That statement was not supported by any objective
evidence, however. According to the appellant, the finding by the Court of First Instance is incorrect
because that patronymic is not widespread in France and tends to suggest an Italian family name.
Moreover, even a well-known patronymic is capable of fulfilling the function of the mark as an
indication of origin and therefore of being distinctive for the goods concerned. Accordingly, the
patronymic ‘Rossi’ should not be held to be less distinctive within France. It should be regarded as
having a highly distinctive character. Lastly, the Court of First Instance could not rely on the fact
that ‘the applicant did not claim that the word “Rossi” was the dominant element in the mark’ 
because at no time did the applicant maintain the contrary.  

20      Sissi Rossi claims that the appellant is, in reality, merely challenging the assessment of the facts
carried out by the Court of First Instance, without alleging any material inaccuracies in the findings
made by it; this ground of appeal therefore falls outside the jurisdiction of the Court of Justice.  

21      OHIM and, in the alternative, Sissi Rossi, also contend that the appellant’s ground of appeals are 
unfounded. 

 Findings of the Court 

22      As to the second part of the third ground of appeal, it must be borne in mind that it is for the Court
of First Instance alone to assess the value to be attached to the evidence adduced before it, and it
cannot be required to give express reasons for its assessment of the value of each piece of evidence
presented to it. The Court of First Instance is obligated to provide reasons which will allow the Court
of Justice to exercise its judicial review; in particular they must make it possible for the Court to
consider whether there has been any distortion of the evidence submitted to the Court of First
Instance (see, to that effect, Case C-198/03 P Commission v CEVA and Pfizer [2005] ECR I-6357, 
paragraph 50).  

23      Moreover, the Court of First Instance is free, in its sovereign assessment of the facts, to take
account of the fact that a party has refrained from relying on certain facts.  

24      In paragraphs 69 to 85 of the judgment under appeal, the Court of First Instance made an overall
assessment of the similarity of the marks in question and the likelihood of confusion on the part of
the public, taking into consideration all the relevant factors of the case. It likewise provided
sufficient reasons for its findings.  

25      As to the remainder, in criticising the Court of First Instance for having made an incorrect
assessment of the relevant factors for assessing the similarity of the goods concerned and of the
marks in question, the appellant is seeking, through the first and second parts of the third ground of
appeal, to have the Court of Justice substitute its own assessment of the facts for that of the Court
of First Instance. 

26      It is clear, however, from Article 225 EC and the first paragraph of Article 58 of the Statute of the
Court of Justice that an appeal lies on points of law only. The Court of First Instance thus has
exclusive jurisdiction to find and appraise the relevant facts and to assess the evidence. The
appraisal of those facts and the assessment of that evidence thus do not, save where they distort
the evidence, constitute a point of law which is subject, as such, to review by the Court of Justice on
appeal (see Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22, and Case C-37/03 P 
BioID v OHIM [2005] ECR I-7975, paragraph 43). 

27      Since the appellant has not relied upon any distortion of the facts and evidence submitted to the
Court of First Instance, the first part and part of the second part of the third ground of appeal must
be rejected as inadmissible. 
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28      Accordingly, the third ground of appeal must be rejected in its entirety.  

 The first ground of appeal 

 Arguments of the parties 

29      The appellant claims that the Court of First Instance infringed Article 81 of its Rules of Procedure
because the judgment under appeal gives no reasons for dismissing the principal head of claim. 

30      The Court of First Instance could not limit the scope of the dispute to the similarity of ‘women’s 
footwear’ covered by the earlier marks and ‘women’s bags’ covered by the mark in respect of which 
registration is sought. First, although the arguments in support of the action before the Court of
First Instance related almost exclusively to the similarity between those goods, the similarity
between all of the goods covered by the mark in respect of which registration is sought and the
appellant’s goods was referred to several times in the application submitted to the Court of First
Instance. Second, the arguments relied upon during the hearing could not be held to be
inadmissible under Article 48(2) of the Rules of Procedure of the Court of First Instance as new
pleas in law introduced in the course of proceedings. They were not new pleas, but rather additional
arguments adduced in support of what had already been applied for in the forms of order sought in
the application. 

31      According to Sissi Rossi and OHIM, the Court of First Instance correctly confined its assessment to
‘women’s footwear’ and ‘women’s bags’ because it cannot substitute itself for the parties and, in the
absence of arguments put forward by them, proceed of its own motion with an assessment of an
issue in the dispute. Moreover, although the appellant did refer at the hearing to the similarity
between products other than those to which the Court of First Instance confined its assessment, it
did so for the first time in those proceedings, so that the Court of First Instance rightly held that the
plea was out of time. 

 Findings of the Court 

32      The title of the first ground of appeal indicates that it alleges that the judgment under appeal does
not give reasons for the rejection of the principal head of claim put forward before the Court of First
Instance. It is nevertheless apparent from the appeal application that the appellant is, in reality,
challenging the validity of that rejection. It effectively criticises the Court of First Instance for having
held that head of claim to be inadmissible on the ground that it had not put forward any argument
to support it in the application itself. 

33      It is therefore necessary to consider whether the Court of First Instance erred in law in that
respect. 

34      According to Article 44(1)(c) of the Rules of Procedure of the Court of First Instance, an application
submitted to it must state the subject-matter of the proceedings and a summary of the pleas in law
on which the application is based. 

35      The Court of Justice has ruled previously on the scope of such a requirement in the context of
Article 38(1)(c) of its own Rules of Procedure. It has held that the statement required must be
sufficiently clear and precise to enable the defendant to prepare its defence and the Court to
exercise its power of review. It is therefore necessary for the essential matters of law and of fact on
which an action is based to be indicated coherently and intelligibly in the application itself (Case C-
178/00 Italy v Commission [2003] ECR I-303, paragraph 6, and Case C-199/03 Ireland v 
Commission [2005] ECR I-8027, paragraph 50).  

36      The same applies to actions brought before the Court of First Instance, because Article 38(1)(c) of
the Rules of Procedure of the Court of Justice and Article 44(1)(c) of the Rules of Procedure of the
Court of First Instance have identical wording and merely reiterate a requirement laid down in
Article 21 of the Statute of the Court of Justice, which is applicable to actions brought before the
Court of Justice and to those brought before the Court of First Instance alike. 

37      Accordingly, the Court of First Instance is obliged to reject as inadmissible a head of claim in an
application brought before it if the essential matters of law and of fact on which the head of claim is
based are not indicated coherently and intelligibly in the application itself. It follows that, contrary to
the appellant’s assertions, the failure to state such matters in the application cannot be
compensated for by putting them forward at the hearing. 
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38      In the present case, in paragraphs 46 to 48 of the judgment under appeal the Court of First
Instance rejected the principal claim on the ground that the argument put forward in the application
submitted to it referred only to ‘women’s bags’ and ‘women’s footwear’, and that the application 
therefore did not present any argument casting doubt on the finding by the Board of Appeal that
‘leather and imitations of leather; animal skins, hides; trunks and travelling bags’ and ‘women’s 
footwear’ were not similar. 

39      Nor did the appellant put forward any genuine argument before this Court to demonstrate that,
contrary to the finding of the Court of First Instance, the application brought before that court did
refer to matters of law and of fact in support of that claim. 

40      Since that claim was inadmissible, it is apparent that the appellant was, in reality, putting forward a
new plea by relying on matters of law or of fact at the hearing which had the same purpose as that
claim. Under Article 48(2) of the Rules of Procedure of the Court of First Instance, no new plea in
law may be introduced in the course of proceedings unless it is based on matters of law or of fact
which come to light in the course of the procedure. As the appellant has not alleged that that was
the case, the Court of First Instance rightly rejected that plea on the ground that those matters
were submitted out of time. 

41      As the Court of First Instance did not make by an error of law, the first ground of appeal must be
rejected. 

 The second ground of appeal  

 Arguments of the parties 

42      The appellant submits in the main that, in finding the evidence it submitted to be inadmissible, the
Court of First Instance failed to have regard to Article 44(1)(e) of its Rules of Procedure, which
allows evidence to be offered. 

43       It claims that the Court of First Instance relied on its own case-law on this point but referred to 
circumstances different from those of the present case. The judgments referred to by the Court of
First Instance related to cases where the applicants had had their arguments initially rejected by
OHIM – and therefore could have challenged before the OHIM Board of Appeal the counter-
arguments put forward to justify that rejection – whereas, in the present case, as the Opposition 
Division had ruled in favour of the appellant, the arguments of the OHIM Board of Appeal came to
light for the first time only in the contested decision, so that the appellant did not have the
opportunity to challenge the findings by OHIM against it at any point during the administrative
procedure. 

44      In the alternative, the appellant alleges infringement of Article 73 of Regulation No 40/94 on the
ground that, during the proceedings before the Board of Appeal, it was not given the opportunity to
give its views on whether or not there is similarity between the goods concerned.  

45      Contrary to what was held by the Court of First Instance, the allegation of failure to comply with
Article 73 should not have been considered to be a new plea put forward for the first time at the
hearing, but was merely an elaboration of the plea in support of which certain evidence was offered
at the same time as the action was brought before the Court of First Instance. 

46      Under that provision, the appellant should in any case have had the opportunity to challenge the
arguments put forward for the first time by OHIM. Since it was not possible to do so during the
administrative procedure, the Court of First Instance, seised of an action challenging the decision of
the OHIM Board of Appeal, should have chosen one of two options: to allow evidence to be put
forward before it or to annul the contested decision and refer the case back to the Board of Appeal
so as to give the appellant the opportunity to challenge the arguments put forward for the first time
in that decision. 

47      Sissi Rossi and OHIM contend that the Court of First Instance was right to hold that the disputed
evidence was inadmissible, for the reasons stated in the judgment under appeal. 

48      With respect to the alternative plea, Sissi Rossi expressed doubts as to its admissibility, on the
ground that the appellant alleges infringement of Article 73 of Regulation No 40/94 by the Board of
Appeal and not by the Court of First Instance. 
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49      In any event, the Court of First Instance rightly held that the plea alleging infringement of that
provision was inadmissible. The appellant was, moreover, given sufficient opportunity to put forward
its views during the procedure before OHIM. 

 Findings of the Court 

–       The complaint alleging infringement of Article 44(1)(e) of the Rules of Procedure of the Court 
of First Instance  

50      First of all, under Article 63 of Regulation No 40/94, a decision of an OHIM Board of Appeal may be
annulled or altered only on grounds of lack of competence, infringement of an essential procedural
requirement, failure to comply with the EC Treaty, of Regulation No 40/94 or of any rule of law
relating to their application, or misuse of power. Accordingly, the review of that decision by the
Community Courts is confined to a review of the legality of that decision, and is thus not intended to
re-examine the facts which were assessed within OHIM. 

51      Second, it follows from Article 74(1) of that regulation that, in proceedings relating to refusal of
registration, such as those in this case, OHIM is restricted in its examination to the facts, evidence
and arguments provided by the parties and the relief sought. 

52      Since OHIM could not take into account facts which were not put forward before it by the parties,
the lawfulness of its decisions cannot be challenged on the basis of such facts. It follows that the
Court of First Instance, likewise, cannot take account of evidence intended to prove those facts. 

53      Contrary to what the appellant maintains, the fact that the Board of Appeal relied on evidence
adduced before OHIM to draw conclusions different from those reached by the Opposition Division is
irrelevant in this respect, because the appraisal of the evidence conducted by that Board could, in
any event, be challenged before the Court of First Instance. 

54      Moreover, as rightly held by the Court of First Instance, if the appellant was of the view that the
Board of Appeal, in breach of the second sentence of Article 73 of Regulation No 40/94, had
deprived it of the opportunity to put forward certain relevant evidence in a timely manner during the
administrative procedure, it should have put forward such a plea in support of its application for
annulment of the contested decision. However, any infringement by the Board of Appeal of the
appellant’s right to present its comments does not mean that the Court of First Instance is obliged
to proceed with its own assessment of facts and evidence which were not put forward previously
before OHIM. 

–       The complaint that there was an error of law by the Court of First Instance regarding the 
alleged infringement of Article 73 of Regulation No 40/94 by the Board of Appeal  

55      As a preliminary point the Court finds that, contrary to what Sissi Rossi maintains, this complaint is
admissible because the appellant alleges that the Court of First Instance made an error of law by
failing to confirm the alleged infringement of Article 73 of Regulation No 40/94 by the Board of
Appeal. 

56      As to whether this complaint is well founded, it must be borne in mind that, according to the first
paragraph of Article 48(2)of the Rules of Procedure of the Court of First Instance, no new plea in law
may be introduced in the course of proceedings unless it is based on matters of law or of fact which
came to light in the course of the procedure. 

57      The appellant does not deny that, in its application to the Court of First Instance, it did not allege
that the Board of Appeal had infringed the second sentence of Article 73 of Regulation No 40/94,
this complaint having been raised for the first time at the hearing. Likewise, it does not deny that
evidence offered in support of that complaint was already in existence and was known to it at the
time it lodged its application at the Registry of the Court of First Instance. 

58      In those circumstances, the Court of First Instance did not make an error of law in failing to confirm
the alleged infringement of the second sentence of Article 73 of Regulation No 40/94. 

59      The second ground of appeal must accordingly be rejected. 
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 Costs 

60      Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of
Article 118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been
applied for in the successful party’s pleadings. Since OHIM and Sissi Rossi have applied for costs and
the appellant has been unsuccessful, the latter must be ordered to pay the costs.  

On those grounds, the Court (Third Chamber) hereby: 

1.      Dismisses the appeal; 

2.      Orders Sergio Rossi SpA to pay the costs.  

[Signatures] 

1* Language of the case: Italian. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (First Chamber) 

22 June 2006 (*) 

(Appeal – Community trade mark – Article 7(1)(b) and (3) of Regulation (EC) No 40/94 – Absolute 
ground for refusal to register – Figurative mark – Representation of a gold-coloured sweet wrapper 

– Distinctive character) 

In Case C-25/05 P,  

APPEAL under Article 56 of the Statute of the Court of Justice, brought on 24 January 2005, 

August Storck KG, established in Berlin (Germany), represented by I. Rohr, H. Wrage-Molkenthin 
and T. Reher, Rechtsanwälte, 

appellant,

the other party to the proceedings being: 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by G. Schneider, acting as Agent, 

defendant at first instance,

THE COURT (First Chamber), 

composed of P. Jann, President of the Chamber, N. Colneric, J.N. Cunha Rodrigues, M. Ilešič 
(Rapporteur) and E. Levits, Judges, 

Advocate General: D. Ruiz-Jarabo Colomer, 

Registrar: B. Fülöp, Administrator, 

having regard to the written procedure and further to the hearing on 16 February 2006, 

after hearing the Opinion of the Advocate General at the sitting on 23 March 2006, 

gives the following 

Judgment 

1       By its appeal, August Stork KG seeks to have set aside the judgment of the Court of First Instance
of the European Communities (Fourth Chamber) of 10 November 2004 in Case T-402/02 Storck v 
OHIM(Shape of a sweet wrapper) [2004] ECR II-0000 (‘the judgment under appeal’) dismissing its 
action for annulment of the decision of the Second Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) (OHIM) of 18 October 2002 (Case R 256/2001-2) 
(‘the decision in dispute’) refusing registration of a figurative mark representing a gold-coloured 
sweet wrapper with twisted ends.  

 Legal context 

2       Article 7 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1), entitled ‘Absolute grounds for refusal’, states: 
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‘1.      The following shall not be registered: 

… 

b)      trade marks which are devoid of any distinctive character; 

 … 

2.      Paragraph 1 shall apply notwithstanding that the grounds of non registrability obtain in only 
part of the Community. 

3.      Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation
to the goods or services for which registration is requested in consequence of the use which has
been made of it.’  

3       Article 73 of Regulation No 40/94, entitled ‘Statement of reasons on which decisions are based’, 
states: 

‘Decisions of [OHIM] shall state the reasons on which they are based. They shall be based only on
reasons or evidence on which the parties concerned have had an opportunity to present their
comments.’ 

4        Article 74(1) of Regulation No 40/94, entitled ‘Examination of the facts by the Office of its own 
motion’, provides:  

‘In proceedings before it [OHIM] shall examine the facts of its own motion; however, in proceedings
relating to relative grounds for refusal of registration, [OHIM] shall be restricted in this examination
to the facts, evidence and arguments provided by the parties and the relief sought.’ 

 Background to the dispute  

5       On 30 March 1998 the appellant filed an application with OHIM under Regulation No 40/94 for
registration as a Community trade mark of a figurative mark which is a two-dimensional 
representation in perspective of a sweet in a gold-coloured wrapper with twisted ends, reproduced 
below: 

  

6       The products in respect of which registration was sought are ‘sweets’ and come within Class 30 of 
the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended. 

7       By a decision of 19 January 2001 the examiner refused the application on the ground that the mark 
applied for was devoid of any distinctive character within the meaning of Article 7(1)(b) of
Regulation No 40/94 and that it had not become distinctive through use for the purposes of Article 7
(3) thereof.  

8       By the decision in dispute the Second Board of Appeal of OHIM confirmed the examiner’s decision. 
As regards the distinctive character ab initio of the mark, it found, inter alia, that the gold colour
featuring on the graphic representation of the mark applied for was usual and frequent in trade in
respect of sweet wrappers. It also found that the evidence adduced by the applicant did not prove
that the mark had acquired distinctive character in consequence of the use made of it, in respect of
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sweets in general or caramels in particular.  

 The procedure before the Court of First Instance and the judgment under appeal  

9       The appellant brought an action before the Court of First Instance for annulment of the decision in
dispute, based on four pleas in law.  

10     As to the first plea, alleging infringement of Article 7(1)(b) of Regulation No 40/94, the Court of
First Instance found, in paragraphs 55 to 62 of the judgment under appeal, that the Board of Appeal
had rightly concluded that the mark applied for was devoid of any distinctive character within the
meaning of that provision, for the following reasons:  

‘55      It must be found that the Board of Appeal did not err in law in finding that “the configuration 
of the mark in question (twisted wrapper, light brown or gold coloured) did not fundamentally 
stand out against the other usual presentations in the trade” (paragraph 14 of the decision [in 
dispute]). 

56      The Board of Appeal rightly found at paragraph 15 of the decision [in dispute] that the shape 
of the wrapper in question was “a normal and traditional shape for a sweet wrapper” and that 
“a large number of sweets so wrapped could be found on the market”. The same applies in 
respect of the colour of the wrapper in question, namely light brown (caramel), or, as is 
apparent from the graphic representation of the mark applied for, gold or of a golden hue. 
Those colours are not unusual in themselves, nor is it rare to see them used for sweet 
wrappers, as the Board of Appeal rightly pointed out at paragraph 16 of the decision [in 
dispute]. Thus, the Board of Appeal was entitled to find, at paragraph 18 of the decision [in 
dispute], that, in the present case, the average consumer perceives the mark not as being, in 
itself, an indication of the commercial origin of the product, but as a sweet wrapper, neither 
more nor less …  

57      Accordingly, the characteristics of the combination of shape and colour of the mark applied 
for are not sufficiently different from those of the basic shapes commonly used for wrappers 
for sweets or caramels and therefore they are not likely to be remembered by the relevant 
public as indicators of commercial origin. The twisted wrapper …, in light brown or gold, is not 
substantially different from the wrappers of the goods in question (sweets, caramels), which 
are commonly used in trade, thus coming naturally to mind as a typical wrapper shape for 
those goods. 

… 

60      … The Board of Appeal was entitled to refer, at paragraphs 19 and 20 of the decision [in 
dispute], to the risk of monopolisation of the wrapper in question for sweets, since its findings 
confirmed the lack of distinctive character of that wrapper for those goods, reflecting the 
general interest underlying the absolute ground for refusal founded on Article 7(1)(b) of 
Regulation No 40/94. 

… 

62      It follows from all the foregoing considerations that the mark applied for, as it is perceived by 
the average consumer who is reasonably well informed and reasonably observant and 
circumspect, does not enable the goods in question to be identified and distinguished from 
those of a different commercial origin. Therefore, it is devoid of distinctive character with 
respect to those goods.’  

11     As to the second plea, alleging infringement of Article 7(3) of Regulation No 40/94, the Court of
First Instance held, in paragraphs 82 to 89 of the judgment under appeal, that the applicant had not
established that the mark applied for had acquired distinctive character throughout the Community
as a result of the use which had been made of it, within the meaning of that provision, mainly for
the following reasons:  

‘82      First, in relation to the applicant’s arguments based on the sales figures for the products 
concerned in the Community from 1994 to 1998, the Board of Appeal was entitled to find that 
they were not such as to demonstrate that in the present case the mark applied for had 
become distinctive in consequence of the use which had been made of it. 
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83      In paragraph 25 of the decision [in dispute], the Board of Appeal found to the appropriate 
legal standard that the figures in question did not enable it to assess the share of the relevant 
market held by the applicant in respect of the mark applied for. In spite of the information as 
to the number of units and the tonnes of sweets sold in the wrapper in question shown by 
those figures, “a realistic assessment of [the applicant’s] market strength is impossible in the 
absence of data on the total volume of the relevant product market or assessments of the 
sales of competitors with which the applicant’s figures could be compared”. …  

84      Next, the Board of Appeal was also entitled to consider that the advertising costs incurred by 
the applicant raised the same problems as the sales figures referred to above. Thus, at 
paragraph 26 of the decision [in dispute], the Board of Appeal pointed out that the 
information put forward by the applicant concerning those costs were of little use in so far as 
“there was no evidence as to the volume of advertising in the product market”. … Accordingly, 
that advertising material cannot constitute evidence ... that the relevant section of the public 
perceives that mark as indicating the commercial origin of the products in question … 

85      Furthermore, the Board of Appeal found in the same paragraph of the decision [in dispute] 
that the costs in question were not very high “in a large number of Member States of the 
European Union”, adding “that those figures [were] completely missing for certain Member 
States”. Those costs did not cover all the Member States of the European Union in any year of 
the reference period (1994-1998). 

86      … It must be held that there is an absolute ground for refusal under Article 7(1)(b) of 
Regulation No 40/94 in relation to the mark applied for throughout the Community. That mark 
must therefore have become distinctive through use throughout the Community in order to be 
registrable under Article 7(3) of that regulation …  

87      In those circumstances, the advertising costs referred to above cannot in any event 
constitute proof that, in the whole Community and for the period 1994 to 1998, the relevant 
public or at least a substantial part of it perceived the mark applied for as indicative of the 
commercial origin of the goods in question. 

…’ 

12     As to the third plea, alleging infringement of the first sentence of Article 74(1) of Regulation No
40/94, the Court of First Instance found that the Board of Appeal had not infringed that provision for
the following reason, contained in paragraph 58 of the judgment under appeal, to which paragraph
95 of that judgment refers:  

‘The reference in … the decision [in dispute] to the usual practice in trade for sweets and caramels, 
without specific examples of that practice being given, does not undermine the assessment of the
Board of Appeal as to the lack of inherent distinctive character of the mark applied for. In finding
that the combination of shape and colour of the mark applied for was not unusual in trade, the
Board of Appeal based its analysis essentially on facts arising from practical experience generally
acquired from the marketing of general consumer goods, such as sweets or caramels, which are
likely to be known by anyone and are in particular known by the consumers of those goods …’  

13     Finally, as to the fourth plea, alleging infringement of Article 73 of Regulation No 40/94, the Court of
First Instance held, in particular, in paragraphs 103 to 105 of the judgment under appeal, that it
cannot be alleged that the Board of Appeal based its decision on reasons or evidence on which the
applicant had not had an opportunity to present its comments, since the examiner had already
found, in his decision, that ‘the applicant’s turnover did not enable it to be inferred that the
consumer recognised the sweets from their wrapper and associated them with a single undertaking’ 
and that ‘in the absence of comparable turnover figures for competitors or information on the
market as a whole, it [was] impossible to assess the turnover figures’. 

 The appeal 

14     In support of its appeal the appellant relies on four grounds of appeal, and claims that the Court
should:  

–       set aside the judgment under appeal; 
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–       give final judgment on the dispute by granting the forms of order sought at first instance; or 

–       in the alternative, remit the case to the Court of First Instance; 

–       order OHIM to pay the costs.  

15     OHIM contends that the Court should dismiss the appeal and order the appellant to pay the costs. 

 The first ground of appeal  

 Arguments of the parties 

16     In the first ground of appeal, which falls into three parts, the appellant claims that the Court of First
Instance infringed Article 7(1)(b) of Regulation No 40/94. 

17     First, in paragraph 55 of the judgment under appeal, the Court of First Instance wrongly made the
finding that the mark applied for has distinctive character subject to the condition that it be
fundamentally different from other forms of presentation of sweet wrappers commonly used in
trade, thus imposing stricter requirements than those normally applied for establishing such
character.  

18     The Court of First Instance also wrongly required that the trade mark applied for be markedly
different from similar marks which might exist in the confectionery sector. 

19     According to the appellant, the fact that confusion with products of a different origin is likely to
occur is relevant only in the context of an opposition based on the likelihood of confusion of the
mark applied for with an earlier mark. 

20     Second, the Court of First Instance also erred in law in basing its decision, in paragraph 60 of the
judgment under appeal, on the ‘risk of monopolisation of the wrapper in question for sweets’ to 
reason its finding of lack of distinctive character of the mark applied for. According to the applicant,
there is no need to take into account the possible need to preserve availability in the context of
Article 7(1)(b) of Regulation No 40/94.  

21     Finally, the Board of Appeal and the Court of First Instance failed to ascertain whether the mark
applied for possesses in itself, independently of other similar forms of presentation of sweet
wrappers on the market, a minimum level of distinctiveness. Had the Court of First Instance done so
it would have come to the conclusion that the mark is not devoid of any distinctive character. 

22     OHIM contends, first, that the Court of First Instance in no way made the mark applied for subject
to stricter criteria than those normally required, but applied the settled case-law stating that the 
shape of the product in respect of which registration as a mark is sought must depart significantly
from the norm or customs of the relevant sector. That case-law, developed in relation to three-
dimensional marks, should also apply where, as in the present case, the mark applied for is the two-
dimensional representation of the three-dimensional shape of the product concerned.  

23     It claims, second, that the Court of First Instance did not justify its finding that the mark applied for
is devoid of any distinctive character by the existence of a risk of monopolisation.  

24     Finally, the complaint that the Court of First Instance should have found that the mark applied for
has distinctive character seeks to challenge its assessment of the facts and is, thus, inadmissible on
appeal.  

 Findings of the Court 

25     As regards the first part of the first ground of appeal, it is settled case-law that the distinctive 
character of a trade mark, within the meaning of Article 7(1)(b) of Regulation No 40/94, must be
assessed, firstly, by reference to the goods or services in respect of which registration has been
applied for and, secondly, by reference to the perception of them by the relevant public, which
consists of average consumers of the goods or services in question who are reasonably well
informed and reasonably observant and circumspect (see, in particular, Joined Cases C-456/01 P 
and C-457/01 P Henkel v OHIM [2004] ECR I-5089, paragraph 35, and Case C-173/04 P Deutsche 
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SiSi-Werke v OHIM [2006] ECR I-0000, paragraph 25).  

26     According to equally established case-law, the criteria for assessing the distinctive character of
three-dimensional marks consisting of the appearance of the product itself are no different from
those applicable to other categories of trade mark (see Henkel v OHIM, paragraph 38, Case C-
136/02 P Mag Instrument v OHIM [2004] ECR I-9165, paragraph 30, and Deutsche SiSi-Werke v 
OHIM, paragraph 27). 

27     None the less, for the purpose of applying those criteria, the relevant public’s perception is not 
necessarily the same in the case of a three-dimensional mark, which consists of the appearance of
the product itself, as it is in the case of a word or figurative mark, which consists of a sign unrelated
to the appearance of the products it denotes. Average consumers are not in the habit of making
assumptions about the origin of products on the basis of their shape or the shape of their packaging
in the absence of any graphic or word element, and it could therefore prove more difficult to
establish distinctiveness in relation to such a three-dimensional mark than in relation to a word or 
figurative mark (see, inter alia, Henkel v OHIM, paragraph 38, Mag Instrument v OHIM, paragraph 
30, and Deutsche SiSi-Werke v OHIM, paragraph 28). 

28     In those circumstances, only a mark which departs significantly from the norm or customs of the
sector and thereby fulfils its essential function of indicating origin is not devoid of any distinctive
character for the purposes of Article 7(1)(b) of Regulation No 40/94 (see, in particular, Henkel v 
OHIM, paragraph 39, Mag Instrument v OHIM, paragraph 31, and Deutsche SiSi-Werke v OHIM, 
paragraph 31). 

29     That case-law, which was developed in relation to three-dimensional trade marks consisting of the 
appearance of the product itself, also applies where, as in the present case, the trade mark applied
for is a figurative mark consisting of the two-dimensional representation of that product. In such a 
case, the mark likewise does not consist of a sign unrelated to the appearance of the products it
covers.  

30     Therefore, the Court of First Instance rightly took into consideration the shapes and colours of sweet
wrappers commonly used in trade in assessing whether the mark applied for is, or is not, devoid of
any distinctive character. 

31     The Court of First Instance found, in paragraph 55 of the judgment under appeal, that ‘the Board of 
Appeal did not err in law in finding that “the configuration of the mark in question … did not 
fundamentally stand out against the other usual presentations in the trade”’, and, in paragraph 57 
of that judgment, that the wrapping at issue ‘is not substantially different’ from wrappers for sweets 
or caramels commonly used in trade. In so far as the requirement of a fundamental or substantial
difference goes further than the mere significant departure required by the case-law cited in 
paragraph 28 of this judgment, the Court of First Instance would have erred in law if it had made
recognition of the distinctive character of the mark applied for subject to compliance with such a
requirement. 

32     Such is not the case, however. In paragraphs 56 and 57 of the judgment under appeal, the Court of
First Instance, endorsing, in particular, the factual findings of the Board of Appeal, found that the
shape of the wrappers at issue is a normal and traditional shape for a sweet wrapper, that a large
number of sweets so wrapped could be found on the market, that the golden colour of the wrappers
at issue is not unusual in itself, and it is not rare to see it used for sweet wrappers, that the
characteristics of the combination of shape and colour of the mark applied for are not sufficiently
different from those of the basic shapes commonly used for sweet wrappers, and that the wrappers
in dispute come naturally to mind as a typical wrapper shape for those goods.  

33     By those findings the Court of First Instance established to the requisite legal standard that the
mark applied for does not depart significantly from the norm or customs of the confectionery sector.
Therefore, it did not err in law in finding that the mark is devoid of any distinctive character. 

34     As regards the appellant’s complaint that the Court of First Instance required that the mark applied
for be markedly different from similar marks which might exist in the confectionery sector, it is
based on an incorrect interpretation of the judgment under appeal, since the Court of First Instance
in no way sought to ascertain whether other marks used for that type of product were identical or
similar to the mark applied for. 

35     The first part of the first ground of appeal must therefore be dismissed as unfounded. 
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36     As regards the second part of the first ground of appeal, it is sufficient to observe that the Court of
First Instance did not base its conclusion that the mark applied for is devoid of any distinctive
character on the existence of a risk of monopolisation of the sweet wrapper at issue. In paragraph
60 of the judgment under appeal, the Court of First Instance stated merely that such a risk
confirmed the finding made in paragraphs 53 to 57 of that judgment that the mark applied for is
devoid of any distinctive character.  

37     Therefore, that part must be dismissed as unfounded.  

38     Finally, as regards the last part of the ground of appeal, first, as is apparent from paragraph 30 of
this judgment, the Court of First Instance did not err in law in any way by taking the sweet
packaging commonly used in trade into account in assessing whether the mark applied for is, or is
not, devoid of any distinctive character.  

39     Secondly, in so far as it challenges the Court of First Instance’s finding that the mark applied for is 
devoid of any distinctive character, that part of the first ground is effectively requesting that the
Court of Justice substitute its own assessment of the facts for that of the Court of First Instance.  

40     The findings of the Court of First Instance in paragraphs 56 and 57 of the judgment under appeal
and reiterated in paragraph 32 of this judgment constitute factual assessments. In accordance with
Article 225(1) EC and the first paragraph of Article 58 of the Statute of the Court of Justice, an
appeal lies on a point of law only. The Court of First Instance thus has exclusive jurisdiction to find
and appraise the relevant facts and to assess the evidence. The appraisal of those facts and the
assessment of that evidence thus do not, save where the facts or evidence are distorted, constitute
points of law subject, as such, to review by the Court of Justice on appeal (see, in particular, Case
C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22, and Deutsche SiSi-Werke v OHIM, 
paragraph 35). 

41     Since distortion of the facts and evidence submitted to the Court of First Instance is not alleged in
the present case, the final part of the first ground of appeal must be dismissed as being partly
unfounded and partly inadmissible, and consequently the ground must be dismissed in its entirety.  

 The second ground of appeal 

 Arguments of the parties 

42     In the second ground of appeal the appellant alleges that, in paragraphs 55 to 58 of the judgment
under appeal, the Court of First Instance infringed Article 74(1) of Regulation No 40/94, pursuant to
which OHIM is to examine the facts of its own motion.  

43     It is apparent from that provision that the Board of Appeal was not entitled to merely make known
the results of its own subjective assessment of the market situation, but should have undertaken an
inquiry and given concrete examples of wrappers which are allegedly identical in appearance to the
mark applied for, the existence of which it alleged in finding the mark to be ‘customary’. By not 
stipulating the wrappers to which it was referring the Board of Appeal deprived the appellant of the
opportunity to challenge the relevance of those examples.  

44     By stating, in paragraph 58 of the judgment under appeal, that the Board of Appeal was able to
base its decision on facts arising from practical experience generally acquired and by approving
those unsubstantiated claims of that Board, the Court of First Instance failed to have regard for
OHIM’s obligation under Article 74(1) of Regulation No 40/94 to examine the facts of its own
motion.  

45     OHIM contends, as its principal argument, that the second ground of appeal is inadmissible in so far
as the appellant merely reproduces verbatim a plea in law previously submitted to, and rejected by,
the Court of First Instance, without criticising the response of that Court.  

46     In the alternative, OHIM contends that that ground of appeal is unfounded. Article 74(1) of
Regulation No 40/94 requires OHIM, and OHIM alone, to examine the facts and does not require it
to support its findings of fact with concrete examples.  

 Findings of the Court 
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47     Under Article 225 EC, the first paragraph of Article 58 of the Statute of the Court of Justice and
Article 112(1)(c) of the Rules of Procedure of the Court of Justice, an appeal must indicate precisely
the contested elements of the judgment which the appellant seeks to have set aside and also the
legal arguments specifically advanced in support of the appeal. That requirement is not satisfied by
an appeal which, without even including an argument specifically identifying the error of law
allegedly vitiating the judgment under appeal, merely repeats or reproduces verbatim the pleas in
law and arguments previously submitted to the Court of First Instance (see, in particular, Case C-
352/98 P Bergaderm and Goupil v Commission [2000] ECR I-5291, paragraphs 34 and 35, and Case 
C-208/03 P Le Pen v Parliament [2005] ECR I-6051, paragraph 39). 

48     By contrast, provided that the appellant challenges the interpretation or application of Community
law by the Court of First Instance, the points of law examined at first instance may be discussed
again in the course of an appeal. Indeed, if an appellant could not thus base his appeal on pleas in
law and arguments already relied on before the Court of First Instance, an appeal would be deprived
of part of its purpose (see, in particular, Case C-41/00 P Interporc v Commission [2003] ECR I-
2125, paragraph 17, and Le Pen v Parliament, paragraph 40).  

49     The second ground of appeal seeks specifically to call into question the interpretation of Article 74
(1) of Regulation No 40/94 adopted by the Court of First Instance to dismiss the allegation, raised in
the context of the first plea in law at first instance, concerning the lack of concrete examples
capable of substantiating the Board of Appeal’s assertions regarding the customary nature of the 
wrappers at issue. That ground of appeal must therefore be found to be admissible.  

50     As to whether it is well founded, under Article 74(1) of Regulation No 40/94 OHIM examiners and,
on appeal, the Boards of Appeal of OHIM are required to examine the facts of their own motion in
order to determine whether the mark registration of which is sought falls under one of the grounds
for refusal of registration laid down in Article 7 of that regulation. It follows that the competent
bodies of OHIM may be led to base their decisions on facts which have not been alleged by the
applicant for the mark.  

51     Whilst it is in principle the task of those bodies to establish in their decisions the accuracy of such
facts, such is not the case where they allege facts which are well known.  

52     In that regard, an applicant for a trade mark against whom OHIM relies on such well-known facts 
may challenge their accuracy before the Court of First Instance.  

53     The finding, by the Court of First Instance, as to whether the facts on which the Board of Appeal of
OHIM has based its decision are well known or not is a factual assessment which, save where the
facts or evidence are distorted, is not subject to review by the Court of Justice on appeal.  

54     Therefore, the Court of First Instance did not err in law in finding, in paragraphs 58 and 95 of the
judgment under appeal, that the Board of Appeal could legitimately have based its finding that the
wrapping at issue is not unusual in trade on facts shown by practical experience generally acquired
in the marketing of confectionery and likely to be known by anyone, and in particular by consumers
of confectionery, without that Board being required to provide concrete examples.  

55     The second ground of appeal must therefore be dismissed as unfounded.  

 The third ground of appeal 

56     In the third ground of appeal, the appellant alleges that the Court of First Instance infringed Article
73 of Regulation No 40/94, pursuant to which decisions of OHIM may be based only on reasons on
which the parties have had an opportunity to present their comments.  

57     Since the Board of Appeal did not show the sweet wrappers which it alleges to be similar to the
mark applied for, the appellant could not, at any point in the proceedings, adopt a position on that
matter and was therefore deprived, in particular, of the opportunity to demonstrate that those
wrappers do, in fact, bear decisive differences to the mark applied for. Its right to be heard was thus
infringed.  

58     Therefore, by holding, in paragraph 58 of the judgment under appeal, that the Board of Appeal was
not required to give concrete examples of existing wrappers which are similar to the mark applied
for and by basing the judgment under appeal on allegations on which the appellant had not had an
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opportunity to present its comments, the Court of First Instance infringed Article 73 of Regulation No
40/94.  

59     OHIM contends that that ground of appeal is manifestly unfounded. First, the Board of Appeal did
analyse the appellant’s arguments in that regard but rejected them. Second, since it acknowledges
having dealt with shapes commonly used for wrappers for sweets in its action before the Court of
First Instance, the appellant cannot claim not to have had the opportunity to present its comments
on the way in which the Board of Appeal assessed the market for those wrappers.  

 Findings of the Court 

60     First, the third ground of appeal must be declared inadmissible in so far as it alleges that the Court
of First Instance infringed Article 73 of Regulation No 40/94 by not annulling the decision in dispute
for being based on grounds on which the appellant had not had an opportunity to present its
comments.  

61     According to settled case-law, to allow a party to put forward for the first time before the Court of
Justice a plea in law which it has not raised before the Court of First Instance would be to allow it to
bring before the Court, whose jurisdiction in appeals is limited, a case of wider ambit than that
which came before the Court of First Instance. In an appeal the Court’s jurisdiction is therefore 
confined to review of the findings of law on the pleas argued before the Court of First Instance (see,
in particular, Joined Cases C-186/02 P and C-188/02 P Ramondín and Others v Commission [2004] 
ECR I-10653, paragraph 60). 

62     Although the appellant submitted before the Court of First Instance that the Board of Appeal had not
shown the accuracy of its findings in relation to the customary nature of the wrapper at issue, it
raised that ground only for the purposes of establishing infringement of Article 74(1) of Regulation
No 40/94.  

63     Second, that ground of appeal is unfounded in so far as it alleges that, by its own unsubstantiated
claims, the Court of First Instance also infringed Article 73 of Regulation No 40/94.  

64     That provision is to be complied with by bodies of OHIM in the context of assessment of applications
for registration, but not in the context of proceedings before the Court of First Instance, which are
governed by the Statute of the Court of Justice and by the Rules of Procedure of the Court of First
Instance. 

65     Moreover, the appellant was in a position to challenge before the Court of First Instance the Board
of Appeal’s assertion that the sweet wrapper at issue is not significantly different from numerous
other wrappers commonly used in the confectionery market. Accordingly, its rights of defence, and
particularly its right to be heard, were observed before that court. 

66     The third ground of appeal must accordingly be rejected as being partly inadmissible and partly
unfounded. 

 The fourth ground of appeal  

67     In the fourth ground of appeal, which falls into two parts, the appellant claims that the Court of First
Instance infringed Article 7(3) of Regulation No 40/94 by making the evidence that the mark applied
for had become distinctive through use subject to false requirements. 

68     First, the Court of First Instance erred in law in holding, in paragraphs 83 and 84 of the judgment
under appeal, that the figures relating to sales of the products covered by the mark applied for and
the advertising costs incurred in promoting the mark do not establish that the mark has acquired
distinctive character through the use which has been made of it, in the absence of information
relating to the share of the confectionery market and the share of the amount of publicity for the
market to which those figures relate, respectively. 

69     According to the appellant, awareness of a mark does not depend on the absence of other more
well-known marks but solely on whether a sufficient amount of the product has been distributed on
the market over a long period of time, thus ensuring that consumers encounter that mark.
Therefore, the market share held by the mark applied for is not relevant for the purposes of
assessing whether it has acquired distinctive character through use where it is established that it is
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widely distributed, in large quantities and over a long period. In the present case, the figures provided by
the appellant prove that this is the case.  

70     Second, the Court of First Instance erred in law in finding, in paragraphs 85 to 87 of the judgment
under appeal, that the evidence that the mark applied for acquired distinctive character through the
use which has been made of it should be provided for all the Member States of the Union.  

71     According to the appellant, it is contrary to the objective of the Union, which is to abolish national
borders and create a single market, to require proof of use of the mark applied for for each Member
State. Thus, a mark is registrable for the purposes of Article 7(3) of Regulation No 40/94 where the
applicant for a trade mark furnishes proof that it has acquired distinctive character through the use
which has been made of it in a substantial part of the Union, even if, in certain Member States, the
mark has not acquired such character or the applicant for the trade mark could not furnish proof
thereof.  

72     In support of that analysis, the appellant relies on Article 142a(2) of Regulation No 40/94,
introduced by the Act concerning the conditions of accession of the Czech Republic, the Republic of
Estonia, the Republic of Cyprus, the Republic of Latvia, the Republic of Lithuania, the Republic of
Hungary, the Republic of Malta, the Republic of Poland, the Republic of Slovenia and the Slovak
Republic to the European Union and the adjustments to the Treaties on which the European Union is
founded (OJ 2003 L 236, p. 33) (‘the Act of Accession’), which provides: ‘[t]he registration of a 
Community trade mark which is under application at the date of accession may not be refused on
the basis of any of the absolute grounds for refusal listed in Article 7(1) [of Regulation No 40/94], if
these grounds became applicable merely because of the accession of a new Member State’. 

73     OHIM submits that, in so far as it challenges the duty to establish that the mark applied for has
acquired distinctive character through use throughout the Community, the appellant overlooks the
general scheme of Article 7 of Regulation No 40/94.  

74     It is apparent from Article 7(2) of Regulation No 40/94 that an application for a Community trade
mark must be rejected even if the grounds for refusal exist only in part of the Community. Where
one of the grounds for refusal laid down in Article 7(1)(b), (c) or (d) concerns the Community as a
whole, the distinctive character acquired through use must be shown throughout the Community
and not only in certain Member States.  

 Findings of the Court 

75     As regards the first part of the fourth ground of appeal, it is settled case-law that, in order to assess 
whether a mark has acquired distinctive character following the use which has been made of it, the
following may also be taken into account: the market share held by the mark; how intensive,
geographically widespread and long-standing use of the mark has been; the amount invested by the
undertaking in promoting the mark; the proportion of the relevant class of persons who, because of
the mark, identify goods as originating from a particular undertaking; and statements from
chambers of commerce and industry or other trade and professional associations (see, to that
effect, in relation to Article 3(3) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), a provision
which is identical, in substance, to Article 7(3) of Regulation No 40/94, and Joined Cases C-108/97 
and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 51, Case C-299/99 Philips
[2002] ECR I-5475, paragraph 60, and Case C-353/03 Nestlé [2005] ECR I-6135, paragraph 31).  

76     The market share held by the mark is therefore an indication which may be relevant for the
purposes of assessing whether that mark has acquired distinctive character through use. Such is the
case, in particular, where, as in the present case, a mark consisting of the appearance of the
product in respect of which registration is sought appears to be devoid of any distinctive character
because it does not depart significantly from the norm or customs of the sector. It is probable, in
such a case, that such a mark is likely to acquire distinctive character only if, following the use
which is made of it, the products which bear it have more than a negligible share of the market in
the products at issue.  

77     For the same reasons, the share of the amount of publicity for the market in the products in dispute
represented by advertising investment in promoting a mark may also be relevant for assessing
whether the mark has acquired distinctive character through use.  

78     Moreover, the question whether or not such information is necessary for assessing whether a given
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mark has acquired distinctive character through use for the purposes of Article 7(3) of Regulation No
40/94 comes within the scope of the assessment of the facts by OHIM and, on appeal, by the Court
of First Instance.  

79     In those circumstances, the Court of First Instance did not err in law in finding, in paragraphs 82 to
84 of the judgment under appeal, that the sales figures for the appellant’s products and the 
publicity costs which it incurred are not sufficient, in the absence of information relating to the
market share which they represent in respect of both the global confectionery market and the global
amount of advertising costs in that market, to show that the mark applied for has acquired
distinctive character as a result of the use which has been made of it. 

80     The first part of the fourth ground of appeal is therefore unfounded. 

81     As to the second part of the fourth ground, under Article 7(1)(b) of Regulation No 40/94, read in
conjunction with Article 7(2) thereof, a mark must be refused registration if it is devoid of any
distinctive character in part of the Community.  

82     In addition, under Article 7(3) of Regulation No 40/94, Article 7(1)(b) thereof does not apply if the
trade mark has become distinctive in relation to the goods or services for which registration is
requested in consequence of the use which has been made of it. 

83     It follows that a mark can be registered under Article 7(3) of Regulation No 40/94 only if evidence is
provided that it has acquired, through the use which has been made of it, distinctive character in
the part of the Community in which it did not, ab initio, have such character for the purposes of 
Article 7(1)(b). The part of the Community referred to in Article 7(2) may be comprised of a single
Member State.  

84     Contrary to the appellant’s analysis, Article 142a of Regulation No 40/94, in the version resulting 
from the Act of Accession, supports the latter interpretation.  

85     As they found it necessary to introduce an express provision to the effect that registration of a
Community trade mark which is under application at the date of accession may not be refused on
the basis of any of the absolute grounds for refusal listed in Article 7(1) of Regulation No 40/94, if
these grounds became applicable merely because of the accession of a new Member State, the
authors of the Act of Accession considered that, if that provision did not exist, such an application
would have had to have been refused if the mark was devoid of any distinctive character in one of
the new Member States.  

86     Since, in paragraphs 85 to 87 of the judgment under appeal, following an assessment of the facts
and evidence, the Court of First Instance found, first, that the mark applied for was devoid of any
distinctive character, ab initio, in all of the Member States of the Community and, second, that the 
appellant did not establish that that mark was the subject of advertising campaigns in certain
Member States during the reference period, it rightly found that the figures provided in relation to
the advertising costs incurred by the appellant did not provide proof that the mark had acquired
distinctive character as a result of the use which had been made of it.  

87     The second part of the fourth ground of appeal is also unfounded, and consequently that ground of
appeal must be dismissed in its entirety. 

88     Since all the appellant’s grounds of appeal have failed, the appeal must be dismissed. 

 Costs 

89     Under Article 69(2) of the Rules of Procedure, applicable in appeal proceedings by virtue of Article
118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party’s pleadings. Since OHIM has applied for costs and the appellant has been
unsuccessful, the latter must be ordered to pay the costs. 

On those grounds, the Court (First Chamber) hereby: 

1.      Dismisses the appeal; 
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2.      Orders August Storck KG to pay the costs. 

[Signatures] 

* Language of the case: German. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (First Chamber) 

22 June 2006 (*) 

(Appeal – Community trade mark – Article 7(1)(b) and (3) of Regulation (EC) No 40/94 – Absolute 
ground for refusal to register – Three-dimensional mark – Three-dimensional shape of a light-brown 

sweet – Distinctive character) 

In Case C-24/05 P, 

APPEAL under Article 56 of the Statute of the Court of Justice, brought on 24 January 2005,  

August Storck KG, established in Berlin (Germany), represented by I. Rohr, H. Wrage-Molkenthin 
and T. Reher, Rechtsanwälte, 

appellant,

the other party to the proceedings being: 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by G. Schneider, acting as Agent, 

defendant at first instance,

THE COURT (First Chamber), 

composed of P. Jann, President of the Chamber, N. Colneric, J.N. Cunha Rodrigues, M. Ilešič 
(Rapporteur) and E. Levits, Judges, 

Advocate General: D. Ruiz-Jarabo Colomer, 

Registrar: B. Fülöp, Administrator, 

having regard to the written procedure and further to the hearing on 16 February 2006, 

after hearing the Opinion of the Advocate General at the sitting on 23 March 2006, 

gives the following 

Judgment 

1       By its appeal, August Stork KG seeks to have set aside the judgment of the Court of First Instance
of the European Communities (Fourth Chamber) of 10 November 2004 in Case T-396/02 Storck v 
OHIM(Shape of a sweet) [2004] ECR II-0000 (‘the judgment under appeal’) dismissing its action for 
annulment of the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) of 14 October 2002 (Case R 187/2001-4) (‘the 
decision in dispute’) refusing registration of a three-dimensional mark consisting of the shape of a 
light-brown sweet.  

 Legal context 

2       Article 7 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1), entitled ‘Absolute grounds for refusal’, states: 
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‘1.      The following shall not be registered: 

… 

b)      trade marks which are devoid of any distinctive character; 

… 

3.      Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation
to the goods or services for which registration is requested in consequence of the use which has
been made of it.’ 

3       Article 73 of Regulation No 40/94, entitled ‘Statement of reasons on which decisions are based’, 
states: 

‘Decisions of [OHIM] shall state the reasons on which they are based. They shall be based only on
reasons or evidence on which the parties concerned have had an opportunity to present their
comments.’ 

4       Article 74(1) of Regulation No 40/94, entitled ‘Examination of the facts by the Office of its own 
motion’, provides:  

‘In proceedings before it [OHIM] shall examine the facts of its own motion; however, in proceedings
relating to relative grounds for refusal of registration, [OHIM] shall be restricted in this examination
to the facts, evidence and arguments provided by the parties and the relief sought.’ 

 Background to the dispute 

5       On 30 March 1998 the appellant filed an application with OHIM under Regulation No 40/94 for
registration as a Community trade mark of a three-dimensional mark in the form of a light-brown 
sweet, reproduced below: 

                      

6       The products in respect of which registration was sought are ‘confectionery’ and come within Class 
30 of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended. 

7       By decision of 25 January 2001 the examiner refused the application on the ground that the mark
applied for was devoid of any distinctive character within the meaning of Article 7(1)(b) of
Regulation No 40/94 and that it had not become distinctive through use for the purposes of Article 7
(3) thereof.  

8       By the decision in dispute the Fourth Board of Appeal of OHIM confirmed the examiner’s decision. It 
essentially found that the combination of the shape and colour constituting the mark applied for did
not intrinsically provide any indication of the origin of the product in question, namely confectionery.
Moreover, it considered that the evidence adduced by the applicant did not prove that the mark had
become distinctive in consequence of the use that had been made of it, in respect in particular of
caramel sweets. 

 Procedure before the Court of First Instance and the judgment under appeal  

9       The appellant brought an action before the Court of First Instance for annulment of the decision in
dispute, based on two pleas in law.  

10     As to the first plea, alleging infringement of Article 7(1)(b) of Regulation No 40/94, the Court of
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First Instance found, in paragraphs 39 to 45 of the judgment under appeal, that the Board of Appeal had
rightly concluded that the mark applied for was devoid of any distinctive character within the
meaning of that provision, for the following reasons:  

‘39      In the present case, the Board of Appeal rightly found that in the case of mass consumer 
goods such as those in issue in the present case “the consumer will not pay much attention to 
the shape and colour of confectionery” and that accordingly “it is unlikely that the choice of 
the average consumer will be determined by the shape of the sweet” (paragraph 12 of the 
decision [in dispute]). 

40      Furthermore, the Board of Appeal showed to the requisite legal standard that the 
characteristics of the shape of that mark, taken alone or combined with each other, were not 
distinctive. It found, first, in that regard, that, “almost round, the shape in question, which 
calls to mind a circle ... , is a basic geometric shape” and that the average consumer is 
“accustomed to confectionery products, including sweets, which are round (circular, oval, 
elliptical or cylindrical)”. Next, as regards the rounded upper sides of the sweet, it found that 
“sweets have rounded sides regardless of their configuration” for functional reasons. Lastly, as 
regards the circular depression in the middle of the sweet and its flat lower surface, the Board 
of Appeal found that “those features do not substantially alter the overall impression given by
the shape” and that accordingly “it is unlikely that the relevant consumer will pay such 
attention to those two characteristics that he will perceive them as indicating a particular 
commercial origin” (paragraph 13 of the decision [in dispute]). 

41      As for the colour of the relevant product, namely brown or various shades thereof, the Board 
of Appeal also noted that it was a “common colour for sweets” (paragraph 13 of the decision 
[in dispute]). It must be found that the relevant public is accustomed to find that colour in 
confectionery. 

42      It follows that the three-dimensional shape in respect of which registration was sought is a 
basic geometric shape which comes naturally to the mind of the consumer of mass 
consumption goods like sweets. 

43      In those circumstances, the applicant’s argument based on the allegedly considerable 
differences between the shape and colour of the mark applied for and those of other 
confectionery products must be rejected. 

44      In the light of the foregoing it must be found that the three-dimensional mark applied for 
consists of a combination of presentational features which come naturally to mind and which 
are typical of the goods in question. The shape in question is not markedly different from 
various basic shapes for the goods in question which are commonly used in trade, but is a 
variation of those shapes. Since the alleged differences are not readily perceptible, it follows 
that the shape in question cannot be sufficiently distinguished from other shapes commonly 
used for sweets and it will not enable the relevant public immediately and with certainty to 
distinguish the applicant’s sweets from those of another commercial origin.  

45      Accordingly, the mark applied for does not enable the average consumer who is reasonably 
well informed and reasonably observant and circumspect to identify the products concerned 
and distinguish them from those of another commercial origin. Therefore, it is devoid of 
distinctive character when compared with those goods.’ 

11     As to the second plea, alleging infringement of Article 7(3) of Regulation No 40/94, the Court of
First Instance held, in paragraphs 61 to 67 of the judgment under appeal, that the Board of Appeal
did not err in law in finding that the applicant had not shown that the mark applied for had become
distinctive as a result of the use which had been made of it, for the following reasons:  

‘61      First, the applicant’s arguments based on the sales figures and high cost of advertising to 
promote the “Werther’s Original” (“Werther’s Echte”) caramel sweet do not show that the 
mark applied for has become distinctive in consequence of the use which has been made of it. 

62      Whilst the Board of Appeal accepted that the turnover and the data in respect of the 
advertising costs showed that the type of sweet in question was widespread on the market, it 
nevertheless considered that that data did not constitute evidence, which was essential, that 
the sign applied for was used as a three-dimensional mark to designate the applicant’s sweets 
(paragraph 16 of the decision [in dispute]). 
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63      In paragraphs 17 to 21 of the decision [in dispute], the Board of Appeal substantiated its 
finding as follows:  

“17.      The applicant produced samples of its plastic bags used as packaging for its sweets 
and submitted that the shape reproduced on those bags constitutes a ‘primary 
reference’ point for the consumer. The applicant takes the view that that use is
evidence that the shape is the subject of the advertising as the mark of the product and 
that it is in that way that it will be perceived by the consumer. The Board of Appeal 
finds itself compelled to refute that point of view since there is a discrepancy between 
the applicant’s statements and the overall appearance of the sweets on the packet. 

18.      Whilst it is in fact true that the brown shaped sweets appear on the packaging as the
applicant produces them, it is nevertheless necessary to consider the purpose of that 
representation. It cannot be an abstract assessment. On the contrary, it must consider 
the probable way in which the average consumer perceives the representation of the 
sweets as it appears on the packaging.  

19.      Faced with a packet of the applicant’s sweets, the consumer in question notices first 
the name ‘Werther’s Original’ which, written in large print, occupies almost half of the 
packet and is surrounded by further details such as a small oval sign bearing the name 
Storck and the stylised picture of a small village below which may be read ‘Traditional 
Werther’s Quality’. The lower half of the packet shows a colour photo representing 
about 15 sweets piled up and their caption: ‘The classic candy made with real butter 
and fresh cream’. 

20.      According to the applicant’s statements that illustration corresponds to the three-
dimensional mark in respect of which registration was sought. The Board of Appeal 
challenges the merits of that position. The way in which the sweets are represented on 
the packet is not in accordance with the traditional way in which marks are represented 
on goods. It seems that the purpose of that representation is (instead) to illustrate the 
contents of the packet. Contrary to the applicant’s submissions the packet does not 
show a shape but a realistic picture of a pile of unwrapped sweets. It should be noted 
that that representation is not intended to emphasise the characteristics which the 
applicant considers to confer a distinctive character on the mark (the central 
depression, the smooth lower surface and the rounded sides). It is for that reason that 
the Board of Appeal considers that there is a discrepancy between the way in which the 
sweets are represented on the packet and the submission that that representation is a 
three-dimensional mark and is perceived as such by the average consumer. The 
assessment of the Board of Appeal leads it to conclude that it is likely that the 
consumer will see the picture of the sweets solely as an illustration of the contents of 
the packet. The illustration of packaging in an attractive way to show the appearance of 
the product and serving suggestions is a common practice in the food industry, 
including the confectionery industry. It is dictated more by marketing considerations 
than by the need to identify products by means of marks. The Board of Appeal 
accordingly considers that the picture does not fulfil the function of a mark, but serves 
solely to illustrate the product. The caption accompanying the picture, namely: ‘The 
classic candy made with real butter and fresh cream’, further confirms that this will be 
the probable perception of a reasonably observant sweetbuyer. The caption and picture 
complement each other: the wording describes the nature of the sweets and the picture 
shows them. The Board of Appeal concedes that a product may bear several marks at 
the same time. That does not preclude its finding, based on the appearance of the 
packets used as packaging for the applicant’s sweets, that the representation of the 
sweets on those packets is not in keeping with the representation of a mark. 

21.      From the foregoing considerations, it must be concluded that the turnover and the
figures relating to the advertising costs in fact prove that ‘Werther’s’ sweets are sold on 
the market, but not that their shape was used as a mark ...” 

64      There is no reason to call in question the foregoing considerations. The advertising material 
produced by the applicant contains no evidence relating to the use of the mark in the form 
applied for. In all of the pictures produced, the representation of the shape and colours 
applied for is accompanied by word and figurative marks. Accordingly, that material cannot 
amount to evidence that the relevant section of the public perceives the mark applied for, in 
itself and independently of the word and figurative marks with which it is accompanied in the 
advertising and at the point of sale, as indicating the commercial origin of the products and 
services in question … 
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65      Furthermore, it should be noted that the applicant itself states in the application that the 
sweet in question is not sold loose but in a packet in which each sweet is further individually 
wrapped. It follows that in making the decision to purchase, the average consumer is not in a 
position directly to see the shape of the sweet in question enabling that person to attribute to 
that shape the function of indicating its origin. 

66      The same conclusion applies, second, to the surveys submitted by the applicant for 
consideration by the Board of Appeal, to show that the mark applied for had become 
distinctive through use. It is clear from the final part of paragraph 21 of the decision [in 
dispute] that awareness of the sweet sold by the applicant as a mark was established, not on 
the basis of the shape in question, but on the basis of the name “Werther’s”.’ 

12     The Court of First Instance therefore dismissed the action and ordered the appellant to pay the
costs.  

 The appeal 

13     In support of its appeal the appellant relies on four grounds of appeal, and claims that the Court
should:  

–       set aside the judgment under appeal;  

–       give final judgment on the dispute by granting the forms of order sought at first instance; or  

–       in the alternative, remit the case to the Court of First Instance; 

–       order OHIM to pay the costs.  

14     OHIM contends that the Court should dismiss the appeal and order the appellant to pay the costs.  

 The first ground of appeal  

 Arguments of the parties 

15     In the first ground of appeal, which falls into two parts, the appellant claims that the Court of First
Instance infringed Article 7(1)(b) of Regulation No 40/94.  

16     First, in paragraph 44 of the judgment under appeal, the Court of First Instance wrongly made the
finding that the mark applied for has distinctive character subject to the condition that it be
markedly different from other forms of presentation of sweets commonly used in trade, thus
imposing stricter requirements for three-dimensional marks than for word or figurative marks.  

17     The Court of First Instance also wrongly required that the trade mark applied for be markedly
different from similar marks which might exist in the confectionery sector.  

18     According to the appellant, the fact that confusion with products of a different origin is likely to
occur is relevant only in the context of an opposition based on the likelihood of confusion of the
mark applied for with an earlier mark.  

19     Second, the Board of Appeal and the Court of First Instance failed to ascertain whether the mark
applied for possesses in itself, independently of other similar forms of presentation of sweets on the
market, a minimum level of distinctiveness. Had the Court of First Instance done so it would have
come to the conclusion that the mark is not devoid of any distinctive character.  

20     In that regard, the appellant challenges the Court of First instance’s assertion, in paragraph 39 of 
the judgment under appeal, that it is unlikely that the choice of the average consumer will be
determined by the shape of the sweet. It also challenges that assertion in paragraph 42 of the
judgment that the shape in respect of which registration is sought is a basic geometric shape.  

21     OHIM contends, first, that the Court of First Instance in no way made the mark applied for subject
to stricter criteria than those applicable to word and figurative marks, but applied the settled case-
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law stating that the shape of the product in respect of which registration as a mark is sought must depart
significantly from the norm or customs of the relevant sector.  

22     Second, the complaint that the Court of First Instance should have found that the mark applied for
has distinctive character seeks to challenge its assessment of the facts and is, thus, inadmissible on
appeal.  

 Findings of the Court 

23     As regards the first part of the first ground of appeal, it is settled case-law that the distinctive 
character of a trade mark, within the meaning of Article 7(1)(b) of Regulation No 40/94, must be
assessed, firstly, by reference to the goods or services in respect of which registration has been
applied for and, secondly, by reference to the perception of them by the relevant public, which
consists of average consumers of the goods or services in question who are reasonably well
informed and reasonably observant and circumspect (see Joined Cases C-456/01 P and C-457/01 P 
Henkel v OHIM [2004] ECR I-5089, paragraph 35, and Case C-173/04 P Deutsche SiSi-Werke v 
OHIM [2006] ECR I-0000, paragraph 25).  

24     According to equally established case-law, the criteria for assessing the distinctive character of
three-dimensional marks consisting of the appearance of the product itself are no different from
those applicable to other categories of trade mark (see Henkel v OHIM, paragraph 38, Case C-
136/02 P Mag Instrument v OHIM [2004] ECR I-9165, paragraph 30, and Deutsche SiSi-Werke v 
OHIM, paragraph 27). 

25     None the less, for the purpose of applying those criteria, the relevant public’s perception is not 
necessarily the same in the case of a three-dimensional mark, which consists of the appearance of
the product itself, as it is in the case of a word or figurative mark, which consists of a sign unrelated
to the appearance of the products it denotes. Average consumers are not in the habit of making
assumptions about the origin of products on the basis of their shape or the shape of their packaging
in the absence of any graphic or word element, and it could therefore prove more difficult to
establish distinctiveness in relation to such a three-dimensional mark than in relation to a word or 
figurative mark (see, in particular, Henkel v OHIM, paragraph 38, Mag Instrument v OHIM, 
paragraph 30, and Deutsche SiSi-Werke v OHIM, paragraph 28). 

26     In those circumstances, only a mark which departs significantly from the norm or customs of the
sector and thereby fulfils its essential function of indicating origin is not devoid of any distinctive
character for the purposes of Article 7(1)(b) of Regulation No 40/94 (see, in particular, Henkel v 
OHIM, paragraph 39, Mag Instrument v OHIM, paragraph 31, and Deutsche SiSi-Werke v OHIM, 
paragraph 31).  

27     Therefore, the Court of First Instance rightly took into consideration the shapes and colours of
sweets commonly used in trade in assessing whether the mark applied for is, or is not, devoid of
any distinctive character.  

28     The Court of First Instance found, in paragraph 44 of the judgment under appeal, that the shape of
the sweet in question ‘is not markedly different from various basic shapes for the goods in question 
which are commonly used in trade’. In so far as the requirement of a marked difference goes further 
than the mere significant departure required by the case-law cited in paragraph 26 of this judgment, 
the Court of First Instance would have erred in law if it had made recognition of the distinctive
character of the mark applied for subject to compliance with such a requirement.  

29     Such is not the case, however. It is apparent from the same paragraph of the judgment under
appeal that the Court of First Instance relied on the finding that the mark applied for consists of a
combination of presentational features which come naturally to mind and which are typical of the
goods in question, that it is a variation of certain basic shapes commonly used in the confectionery
sector, that, since the alleged differences are not readily perceptible, it follows that the shape in
question cannot be sufficiently distinguished from other shapes commonly used for sweets and that
it does not enable the relevant public to distinguish immediately and with certainty the appellant’s 
sweets from those of another commercial origin. 

30     By those findings the Court of First Instance established to the requisite legal standard that the
mark applied for does not depart significantly from the norm or customs of the confectionery sector.
Therefore, it did not err in law in finding that the mark is devoid of any distinctive character.  
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31     As regards the appellant’s complaint that the Court of First Instance required that the mark applied
for be markedly different from similar marks which might exist in the confectionery sector, it is
based on an incorrect interpretation of the judgment under appeal, since the Court of First Instance
in no way sought to ascertain whether other marks used for that type of product were identical or
similar to the mark applied for.  

32     The first part of the first ground of appeal must therefore be dismissed as unfounded.  

33     As regards the second part of the first ground, firstly, as is apparent from paragraph 27 of this
judgment, the Court of First Instance did not err in law in any way by taking the shapes of sweets
commonly used in trade into account in assessing whether the mark applied for is, or is not, devoid
of any distinctive character. 

34     Secondly, in so far as it challenges the Court of First Instance’s finding that the mark applied for is 
devoid of any distinctive character, that part of the first ground is effectively requesting that the
Court of Justice substitute its own assessment of the facts for that of the Court of First Instance.  

35     The findings of the Court of First Instance in paragraphs 39 to 42 of the judgment under appeal
that, first, the level of attention paid by the average consumer to the shape and colour of
confectionery is not high, and, second, that the three-dimensional shape of the mark applied for is a 
basic geometric shape are findings of fact (see, to that effect, Henkel v OHIM, paragraph 56, and 
Deutsche SiSi-Werke v OHIM, paragraph 47, respectively).  

36     In accordance with Article 225(1) EC and the first paragraph of Article 58 of the Statute of the Court
of Justice, an appeal lies on a point of law only. The Court of First Instance thus has exclusive
jurisdiction to find and appraise the relevant facts and to assess the evidence. The appraisal of
those facts and the assessment of that evidence thus do not, save where the facts or evidence are
distorted, constitute points of law subject, as such, to review by the Court of Justice on appeal (see
Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22, and Deutsche SiSi-Werke v OHIM, 
paragraph 35). 

37     Since distortion of the facts and evidence submitted to the Court of First Instance is not alleged in
the present case, the second part of the first ground of appeal must be dismissed as being partly
unfounded and partly inadmissible, and consequently the ground must be dismissed in its entirety.  

 The second and third grounds of appeal 

 Arguments of the parties 

38     In the second and third grounds of appeal the appellant claims that the Court of First Instance
infringed respectively Article 74(1) of Regulation No 40/94, pursuant to which OHIM is to examine
the facts of its own motion, and Article 73 of that regulation, pursuant to which decisions of OHIM
are to be based only on reasons or evidence on which the parties concerned have had on
opportunity to present their comments.  

39     First, Article 74(1) of Regulation No 40/94 requires OHIM to examine, itself, the facts on which it
intends to base its decision. Thus, in not giving, as it was required to do, concrete examples of
sweets which are allegedly identical in appearance to the mark applied for, the existence of which it
alleged in finding that mark to be ‘customary’, the Board of Appeal deprived the appellant of the 
opportunity to challenge the relevance of those examples.  

40     By approving those unsubstantiated claims of the Board of Appeal, in paragraph 40 of the judgment
under appeal, and by making similar assertions itself without basing them on facts capable of being
verified, in paragraphs 41 and 42 of the same judgment, the Court of First Instance infringed Article
74(1) of Regulation No 40/94.  

41     Second, since the Board of Appeal failed to produce any of the sweets which it alleged to be similar
to the mark applied for, the applicant could not, at any point in the proceedings, adopt a position on
that matter and was therefore deprived, in particular, of the opportunity to demonstrate that those
sweets do, in fact, bear decisive differences to the mark applied for. Its right to be heard was thus
infringed.  

42     By supporting the allegations of the Board of Appeal, on which the applicant was not able to express
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its opinion, and by basing its own decision on those allegations, the Court of First Instance infringed
Article 73 of Regulation No 40/94.  

43     OHIM submits that, since the applicant is claiming for the first time before the Court of Justice
infringement of Articles 73 and 74(1) of Regulation No 40/94, the second and third grounds of
appeal must be declared inadmissible.  

44     It adds that, in so far as by the third ground of appeal the appellant alleges that the Court of First
Instance infringed its rights of defence, that complaint is unfounded, since the hearing before the
Board of Appeal centred on the findings of the Board challenged by the appellant and they were
challenged by the appellant again before the Court of First Instance.  

 Findings of the Court 

45     According to settled case-law, to allow a party to put forward for the first time before the Court of
Justice a plea in law which it has not raised before the Court of First Instance would be to allow it to
bring before the Court, whose jurisdiction in appeals is limited, a case of wider ambit than that
which came before the Court of First Instance. In an appeal the Court’s jurisdiction is therefore 
confined to review of the findings of law on the pleas argued before the Court of First Instance (see,
in particular, Case C-186/02 P and C-188/02 P Ramondín and Others v Commission [2004] ECR I-
10653, paragraph 60).  

46     In the present case, the appellant did not claim before the Court of First Instance that the Board of
Appeal had infringed Articles 73 and 74(1) of Regulation No 40/94 by not producing examples of
sweets identical or similar to those sold by the appellant.  

47     Therefore, in so far as the second and third grounds of appeal challenge the failure by the Court of
First Instance to annul the decision in dispute for those reasons, they are to be regarded as grounds
which have been adduced for the first time on appeal and must accordingly be declared
inadmissible.  

48     Those grounds of appeal are unfounded in so far as they allege that, by its own unsubstantiated
allegations, the Court of First Instance also infringed Articles 73 and 74(1) of Regulation No 40/94.
Those provisions are to be complied with by bodies of OHIM in the context of assessment of
applications for registration, but not in the context of proceedings before the Court of First Instance,
which are governed by the Statute of the Court of Justice and by the Rules of Procedure of the Court
of First Instance.  

49     Moreover, the appellant was in a position to challenge before the Court of First Instance the Board
of Appeal’s assertion that the shape of the sweet at issue is not significantly different from 
numerous other shapes commonly used in the confectionery market. Accordingly, its rights of
defence, and particularly its right to be heard, were observed before that court.  

50     The second and third grounds of appeal must therefore be dismissed as being partly inadmissible
and partly unfounded.  

 Fourth ground of appeal 

 Arguments of the parties 

51     In the fourth ground of appeal, which falls into three parts, the appellant claims that the Court of
First Instance infringed Article 7(3) of Regulation No 40/94 by making the evidence that the mark
applied for had become distinctive through use subject to false requirements.  

52     First, in paragraph 64 of the judgment under appeal, the Court of First Instance found that evidence
relating to the use of a three-dimensional mark cannot be furnished by documents such as the 
packaging of the goods for which registration of that mark is sought or advertising material
concerning those goods where, alongside that mark, other word or figurative marks appear on those
documents. It thus held that a mark made up of the three-dimensional shape of the product 
concerned cannot acquire distinctive character if it is accompanied by a word or figurative mark.  

53     That analysis does not reflect the way in which the average consumer perceives the marks. The fact
that several marks appear simultaneously on a product does not prevent such a consumer from
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perceiving each one separately as an indication of origin. Different marks may even complement each
other, so that familiarity with one contributes to familiarity with the other. In addition, in so far as it
is the very nature of a three-dimensional mark to be used cumulatively with other word or figurative
marks, the Court of First Instance’s analysis leads to a situation where, contrary to the intention of
the Community legislature, usage of a three-dimensional mark can never be proven.  

54     Second, the Court of First Instance, on the one hand, wrongly confirmed, in paragraph 64 of the
judgment under appeal, the assessment of the Board of Appeal that the representation of the mark
applied for on the packet in which the sweets at issue are sold exists merely to show the contents of
the packet, and wrongly considered, on the other hand, in paragraph 65 of that judgment, that
since those sweets are sold in a packet the consumer is not in a position to see the mark applied for
directly when deciding what to buy. The mark is in fact reproduced on the bags in which the sweets
are packaged, and since it is, at the same time, the product itself, its reproduction is not only
information as to the contents of the packet but also an indication as to the origin of the product.  

55     Third, in paragraph 65 of the judgment under appeal, the Court of First Instance wrongly took into
consideration the perception of the average consumer only at the time of the decision to purchase.
To determine to what extent such a consumer recognises the mark it is necessary to take into
account the way in which he sees that mark not only when making the decision to purchase but also
before that point, for example as a result of advertising, and when consuming the product.  

56     According to OHIM, the Board of Appeal and the Court of First Instance in no way required that the
evidence establishing the use of a three-dimensional mark must concern that mark and that mark
only, but rightly found that the advertising material submitted did not contain any proof of use of
the mark as it was applied for. In particular, as pointed out in paragraph 63 of the judgment under
appeal, the Board of Appeal found that it could not distinguish the specific characteristics of the
shape of the sweet from the advertising material and that the representation of the sweets on the
packaging submitted as evidence did not amount to representation of the mark. Similarly, in
paragraph 64 of that judgment, the Court of First Instance stated that the nature of the
representation of the shape of the sweet on the packaging is so unclear and obscured by various
other signs that consumers cannot perceive it as a representation of the mark applied for.  

 Findings of the Court 

57     As regards the first and second parts of the fourth ground of appeal, the Court has ruled, in Case C-
353/03 Nestlé [2005] ECR I-6135, that a mark may acquire distinctive character within the meaning
of Article 3(3) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws
of the Member States relating to trade marks (OJ 1989 L 40, p. 1) in consequence of use of that
mark in conjunction with a registered trade mark. 

58     The same is true in relation to distinctive character acquired through use for the purposes of Article
7(3) of Regulation No 40/94, since that provision and Article 3(3) of Directive 89/104 are essentially
identical.  

59     Therefore, a three-dimensional mark may in certain circumstances acquire distinctive character
through use even if it is used in conjunction with a word mark or a figurative mark. Such is the case
where the mark consists of the shape of the product or its packaging and where they systematically
bear a word mark under which they are marketed.  

60     However, it must be stressed that a three-dimensional mark is essentially different from its two-
dimensional graphic representation. It follows that where, as in the present case, a picture of the
product features on the packaging, consumers do not actually see the mark itself, being the mark
consisting of the three-dimensional form of the product. It is possible, however, that the two-
dimensional representation of such a mark may in certain circumstances facilitate awareness of the
mark by the relevant public where it enables the essential elements of the three-dimensional shape 
of the product to be perceived.  

61     Furthermore, in regard to acquisition of distinctive character through use, the identification by the
relevant class of persons of the product or service as originating from a given undertaking must be
as a result of the use of the mark as a trade mark (Case C-299/99 Philips [2002] ECR I-5475, 
paragraph 64, and Nestlé, paragraph 26). The expression ‘use of the mark as a trade mark’ must 
therefore be understood as referring to use of the mark for the purposes of the identification by the
relevant class of persons of the product or service as originating from a given undertaking (Nestlé, 
paragraph 29). 

Page 9 of 11

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?where=&lang=en&num=79939377C19...



62     Therefore, not every use of the mark, a fortiori use of a two-dimensional representation of a three-
dimensional mark, amounts necessarily to use as a mark.  

63     In the present case, the Court of First Instance did not err in law.  

64     First, in paragraphs 63 and 64 of the judgment under appeal the Court of First Instance, endorsing
the assessments of the Board of Appeal, found that the way in which the sweets are represented – a 
picture of a pile of about 15 sweets – on the packets in which the appellant markets them does not
amount to a reproduction of the mark since, in particular, that representation does not show the
shape of the sweet in respect of which registration as a trade mark is sought, but a realistic picture
of a pile of sweets and is not intended to emphasise the characteristics which the applicant
considers confer a distinctive character on the mark applied for (the central depression, the smooth
lower surface and the rounded sides), so that there is a discrepancy between the representation of
the sweets on the packets and the three-dimensional mark registration of which is sought.  

65     That is a factual assessment which, unless the facts have been distorted, which is not alleged in the
present case, is not subject to review on appeal.  

66     Second, it in no way results from those paragraphs of the judgment under appeal that the Court of
First Instance excluded as a matter of principle the possibility that a three-dimensional mark 
constituted by the shape of the product concerned may acquire distinctive character through use
where it is used in conjunction with a word mark or a figurative mark.  

67     The Court of First Instance expressly endorsed the findings of the Board of Appeal in paragraphs 17
to 21 of the decision in dispute. In paragraph 20 of that decision, the Board of Appeal conceded that
a product may bear several marks at the same time.  

68     In paragraph 64 of the judgment under appeal, the Court of First Instance merely held that, given
its characteristics, the packaging used for marketing the appellant’s products is not capable of 
furnishing proof that the mark applied for is perceived as an indication of the origin of those
products. That too is a factual assessment, which, unless the facts are distorted, is not subject to
review on appeal. 

69     The first and second parts of the fourth ground of appeal are thus unfounded.  

70     As regards the third part of that ground of appeal, it must be noted that, if a mark does not ab initio
have distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94, Article 7(3)
provides that it may acquire such character in relation to the goods or services claimed as a result
of its use. Such distinctive character may be acquired, inter alia, after the normal process of
familiarising the relevant public has taken place (Case C-104/01 Libertel [2003] ECR I-3793, 
paragraph 67, and Mag Instrument v OHIM, paragraph 47). 

71     It follows that in order to assess whether a mark has acquired distinctive character through use all
the circumstances in which the relevant public may see that mark must be borne in mind. That
means not only when the decision to purchase is made but also before that point, for example as a
result of advertising, and when the product is consumed.  

72     None the less, it is when making his choice between different products in the category concerned
that the average consumer exhibits the highest level of attention (see, to that effect, Case C-361/04 
P Ruiz-Picasso and Others v OHIM [2006] ECR I-0000, paragraph 41), so that the question whether 
or not the average consumer sees the mark at the time of purchase is of particular importance for
determining whether the mark has acquired distinctive character through use.  

73     In the present case, paragraph 65 of the judgment under appeal in no way implies that the Court of
First Instance took account only of the moment when the decision to purchase is made in assessing
whether the mark applied for has acquired distinctive character through the use which has been
made of it.  

74     In the context of the second plea at first instance the appellant essentially claimed that the mark
applied for was displayed on every package of its sweets and challenged the Board of Appeal’s 
assessment to the contrary. In paragraphs 63 to 65 of the judgment under appeal, the Court of First
Instance was at pains to refute that argument, finding that, when the average consumer sees one of
those packets, he is not directly confronted with the shape of the sweet for which registration as a
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three-dimensional mark is sought. The Court of First Instance thus took its stance, logically, with
reference to the actual time of purchase. 

75     It must be noted, however, that in paragraph 66 of the judgment under appeal the Court of First
Instance analysed the surveys submitted by the appellant in order to establish how well known the
mark is. Such surveys do not distinguish between the various circumstances in which consumers
may have seen the mark. The Court of First Instance found that the surveys submitted could not
furnish proof that the mark applied for was known.  

76     In those circumstances, the third part of the fourth ground of appeal likewise appears to be
unfounded, and consequently that ground of appeal must be dismissed in its entirety.  

77     Since all the appellant’s grounds of appeal have failed, the appeal must be dismissed.  

 Costs 

78     Under Article 69(2) of the Rules of Procedure, applicable in appeal proceedings by virtue of Article
118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party’s pleadings. Since OHIM has applied for costs and the appellant has been
unsuccessful, the latter must be ordered to pay the costs. 

On those grounds, the Court (First Chamber) hereby: 

1.      Dismisses the appeal; 

2.      Orders August Storck KG to pay the costs. 

[Signatures] 

* Language of the case: German. 

Page 11 of 11

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?where=&lang=en&num=79939377C19...



IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

ORDER OF THE COURT OF FIRST INSTANCE (Second Chamber) 

26 June 2006 (*) 

(Community trade mark – Representation by a lawyer – Manifest inadmissibility) 

In Case T-453/05, 

Vonage Holdings Corporation, established in Edison (USA), represented by J. Kääriäinen, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),  

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) (OHIM) of 20 October 2005 (Case R 510/2005-1) 
concerning an application for registration of the word mark REDEFINING COMMUNICATIONS as a
Community trade mark, 

THE COURT OF FIRST INSTANCE 
OF THE EUROPEAN COMMUNITIES (Second Chamber), 

composed of:  J. Pirrung, President, A.W.H. Meij and I. Pelikánová, Judges, 

Registrar: E. Coulon, 

makes the following 

Order 

 Facts and procedure 

1        By application lodged at the Registry of the Court of First Instance on 27 December 2005, the
applicant brought an action against the decision of 20 October 2005 of the First Board of Appeal of
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (Case R
510/2005-1). 

2        The application states that the applicant is represented by J. Kääriäinen, lawyer. The application is
signed by J. Kääriäinen. 

3        On 3 January 2006 the Court of First Instance, pursuant to Article 44(6) of its Rules of Procedure,
requested J. Kääriäinen to lodge evidence that, as required by Article 19 of the Statute of the Court
of Justice, he is authorised to practise as a lawyer before a court of a Member State. In response to
this request, Mr Kääriäinen lodged on 24 January 2006 a certificate by J.-O. Brännström, a Judge of 
the Malmö District Court (Sweden), dated 10 April 2002, that J. Kääriäinen ‘is a lawyer and entitled 
to represent clients and to alone appear in all [c]ourts in Sweden’. 

4        Considering that this answer was not satisfactory, the Court requested J. Kääriäinen to produce
evidence that he is admitted to the Bar as an ‘advokat’ within the meaning of Swedish legislation, or 
that he is authorised to practise, as a lawyer, before a court of another Member State or of another
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State which is a party to the Agreement on the European Economic Area, in accordance with the fourth
paragraph of Article 19 of the Statute of the Court of Justice. The time-limit set out for answering 
that request expired on 10 April 2006. 

5        On 10 April 2006, J. Kääriäinen explained that he is not admitted to the Sveriges Advokatsamfund
(Swedish Bar Association) as an ‘advokat’, due to the fact that he is working at a firm specialising in
patent law and that the Swedish Bar Association does not allow its members to practise in the same
firm as patent attorneys having a technical education. He noted that the Swedish wording of the
fourth paragraph of Article 19 of the Statute required the representative to be an ‘advokat’. 
Furthermore, he indicated that he was aware of the order of the Court of First Instance of 28
February 2005 in Case T-445/04 Energy Technologies ET v OHIM [2005] ECR II-677. 

6        However, J. Kääriäinen insisted on the fact that the Court of First Instance had not objected to the
representation by a Swedish lawyer who was not a member of the Swedish Bar in Case T-219/00 
Ellos v OHIM (ELLOS) [2002] ECR II-753. He also indicated that he had represented the appellant 
before the Court of Justice in Case C-150/02 P Streamserve v OHIM [2004] ECR I-1461. The Court 
of Justice had not objected to his acting either. 

7        Lastly, J. Kääriäinen informed the Court that S. Eliasson and J. Runsten, both members of the
Swedish Bar Association, had expressed their willingness to represent the applicant in the present
case. Documents certifying that S. Eliasson and J. Runsten are members of the Swedish Bar were
attached to the letter of 10 April 2006. No further documents were submitted to the Court. 

 Law 

8        Article 111 of the Rules of Procedure of the Court of First Instance provides that, where an action
brought before the Court is manifestly inadmissible or manifestly lacking any foundation in law, the
Court may, by reasoned order, without taking further steps in the proceedings, give a decision on
the action. 

9        In the present case the Court decides, pursuant to that article, to give a decision on the action
without taking further steps in the proceedings. 

10      Pursuant to the third paragraph of Article 19 of the Statute of the Court of Justice, which is
applicable to proceedings before the Court of First Instance by virtue of Article 53 of that Statute,
non-privileged parties must be represented before the Community Courts by a lawyer, that is to
say, in the Swedish version, by an ‘advokat’. According to Swedish legislation, the title of ‘advokat’ 
is reserved to persons who have a Master’s qualification in law and have been admitted to the Bar. 

11      Moreover, it is clear from the fourth paragraph of Article 19 of the Statute of the Court of Justice
that two cumulative conditions must be satisfied in order for a person to be able validly to represent
parties other than Member States and Community institutions before the Community Courts: that
person must be a lawyer (‘advokat’, according to the Swedish version) and he must be authorised to 
practise before a court of a Member State or of another State which is party to the EEA Agreement.
Those requirements are essential formal rules and failure to comply with them will result in the
action being inadmissible. 

12      The reason for the requirement imposed by Article 19 of the Statute of the Court of Justice is that a
lawyer is regarded as a collaborator in the administration of justice, required to provide, in full
independence, and in the overriding interests of that cause, such legal assistance as the client
requires. The counterpart of that protection lies in the professional discipline laid down and enforced
in the general interest by the institutions endowed with the requisite powers for that purpose. Such
a conception reflects the legal traditions common to the Member States and is also to be found in
the legal order of the Community (see, by way of analogy, the judgment in Case 155/79 AM & S v 
Commission [1982] ECR 1575, paragraph 24). 

13      As J. Kääriäinen is not admitted as a member of the Bar, he is not a lawyer (‘advokat’) within the 
terms of Article 19 of the Statute of the Court of Justice. Consequently, even though he may,
according to Swedish law, be able to represent parties in actions before the Swedish courts, he does
not satisfy the first of the two cumulative conditions set out in the fourth paragraph of Article 19 of
the Statute and is for that reason not authorised to represent the applicant before the Court of First
Instance (see Energy Technologies ET v OHIM). 
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14      It is true that in the cases mentioned by the applicant (paragraph 6 above) neither the Court of
Justice nor the Court of First Instance objected to representation by a lawyer who was not an
‘advokat’, although the Court notes that in neither of those cases was the representation question
expressly addressed.  

15      In any event, the applicant could not rely on the decisions mentioned in paragraph 6 above in order
to obtain dispensation from the application of the provisions of the Statute of the Court of Justice or
of the Rules of Procedure. According to Article 43(1) of the Rules of Procedure, the original of every
pleading must be signed by the party’s agent or lawyer. The applicant has not filed any document
signed by a lawyer within the meaning of the fourth paragraph of Article 19 of the Statute. The
submission of the certificates mentioned in paragraph 7 above and the assertion that the lawyers
mentioned in those documents are willing to represent the applicant are not sufficient to comply
with the requirement that an application must be signed by a lawyer within the meaning of Article
19 of the Statute. 

16      It follows that the present application must be dismissed as manifestly inadmissible, without its
being necessary to serve it on the defendant. 

 Costs 

17      As the present order has been adopted before the application was notified to the defendant and
before the defendant was able to incur costs, it suffices to decide that the applicant shall bear its
own costs, in accordance with Article 87(1) of the Rules of Procedure. 

On those grounds, 

THE COURT OF FIRST INSTANCE (Second Chamber)  

hereby orders: 

1.      The action is dismissed as manifestly inadmissible. 

2.      The applicant shall bear its own costs. 

Luxembourg, 26 June 2006 

* Language of the case: English. 

E. Coulon         J. Pirrung 

Registrar          President 
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VIKTIGT RÄTTSLIGT MEDDELANDE: Informationen på denna webbplats omfattas av en 
ansvarsfriskrivning och ett meddelande om upphovsrätt.  
 
 

FÖRSTAINSTANSRÄTTENS BESLUT (andra avdelningen) 

den 11 maj 2006 (*) 

”Gemenskapsvarumärke – Invändningsförfarande – Prövningsskyldighetens omfattning – 
Omvandling av en ansökan om gemenskapsvarumärke till en ansökan om nationellt varumärke – 

Artikel 58 i förordning (EG) nr 40/94” 

I mål T-194/05, 

TeleTech Holdings, Inc., Denver, Colorado (Förenta staterna), företrätt av A. Gould och M. Blair,
solicitors, 

sökande,

mot 

Byrån för harmonisering inom den inre marknaden (varumärken, mönster och modeller)
(harmoniseringsbyrån), företrädd av D. Botis, i egenskap av ombud, 

svarande,

varvid motparten i förfarandet vid harmoniseringsbyråns överklagandenämnd, som intervenerat vid
förstainstansrätten, var 

Teletech International SA, Paris (Frankrike), företrätt av advokaterna J.-F. Adelle och F. Zimeray, 

intervenient,

angående en talan mot det beslut som fattats av harmoniseringsbyråns första överklagandenämnd
den 3 mars 2005 (R 497/2004-1) om ett invändningsförfarande mellan TeleTech Holdings, Inc. och 
Teletech International SA, 

meddelar 

FÖRSTAINSTANSRÄTTEN (andra avdelningen) 

sammansatt av ordföranden J. Pirrung samt domarna A.W.H. Meij och I. Pelikánová, 

justitiesekreterare: E. Coulon, 

med beaktande av ansökan som inkom till förstainstansrättens kansli den 9 maj 2005, 

med beaktande av harmoniseringsbyråns svarsinlaga som inkom till förstainstansrättens kansli den
10 oktober 2005, 

med beaktande av intervenientens svarsinlaga som inkom till förstainstansrättens kansli den 7
oktober 2005, 

följande 

Beslut 

 Bakgrund till tvisten 
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1       Intervenienten ansökte den 14 maj 2001 hos Byrån för harmonisering inom den inre marknaden
(varumärken, mönster och modeller) (harmoniseringsbyrån) om registrering av ordkännetecknet
TELETECH INTERNATIONAL som gemenskapsvarumärke för tjänster som ingår i klasserna 35, 38
och 42 i Niceöverenskommelsen om internationell klassificering av varor och tjänster vid
varumärkesregistrering av den 15 juni 1957, med ändringar och tillägg. 

2       Den 24 juni 2002 framställde sökanden med stöd av artikel 42 i rådets förordning (EG) nr 40/94 av
den 20 december 1993 om gemenskapsvarumärken (EGT L 11, 1994, s. 1), i dess ändrade lydelse,
en invändning mot registrering av detta gemenskapsvarumärke. Invändningen avsåg samtliga de i
föregående punkt angivna tjänsterna. Som grund för invändningen uppgavs bland annat att det
fanns en förväxlingsrisk i den mening som avses i artikel 8.1 b i förordning nr 40/94 mellan det
sökta varumärket och följande äldre nationella varumärken: 

–       gemenskapsordmärket TELETECH GLOBAL VENTURES 

–       det brittiska ordmärket TELETECH. 

3       Invändningsenheten biföll invändningen genom beslut av den 23 april 2004, då den ansåg att det
fanns en förväxlingsrisk mellan det sökta varumärket och det äldre brittiska varumärket. Den fann
inte skäl att pröva om det fanns något annat hinder för registrering av varumärket i fråga utan
angav att förekomsten av en risk för förväxling med det äldre brittiska varumärket i sig räckte för
att registreringsansökan skulle avslås. 

4       Sökanden överklagade den 23 juni 2004 invändningsenhetens beslut inom harmoniseringsbyrån i
enlighet med artiklarna 57–59 i förordning nr 40/94. Sökanden uppgav att överklagandet inte
riktade sig mot avslaget av registreringsansökan som sådant, utan mot underlåtenheten att pröva
de övriga registreringshinder som åberopats. 

5       Harmoniseringsbyråns första överklagandenämnd avvisade överklagandet genom beslut av den 3
mars 2005 i ärende R 497/2004-1 (nedan kallat det ifrågasatta beslutet). Enligt
överklagandenämnden hade sökandens yrkanden bifallits fullt ut genom invändningsenhetens
beslut, eftersom ansökan om registrering av gemenskapsvarumärket hade avslagits i sin helhet. 

 Parternas yrkanden 

6       Sökanden har yrkat att förstainstansrätten 

–       ogiltigförklarar det ifrågasatta beslutet, 

–       återförvisar ärendet till invändningsenheten för att denna skall pröva huruvida 
registreringshinder även föreligger på grund av det äldre gemenskapsvarumärket, 

–       förpliktar harmoniseringsbyrån att ersätta rättegångskostnaderna vid förstainstansrätten och 
kostnaderna vid överklagandenämnden. 

7       Harmoniseringsbyrån har yrkat att förstainstansrätten skall 

–       ogilla talan, och 

–       förplikta sökanden att ersätta rättegångskostnaderna. 

8       Intervenienten har yrkat att talan skall ogillas. 

 Rättslig prövning 

9       Enligt artikel 111 i förstainstansrättens rättegångsregler kan rätten, om det är uppenbart att talan
helt saknar rättslig grund, avgöra målet genom ett motiverat beslut utan ytterligare behandling.  

10     I förevarande fall anser förstainstansrätten att handlingarna i målet innehåller tillräckligt med
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upplysningar och beslutar i enlighet med denna artikel att avgöra målet genom beslut utan ytterligare
behandling. 

 Parternas argument 

11     Sökanden har till stöd för sin talan åberopat en enda grund, avseende åsidosättande av artikel 58 i
förordning nr 40/94. Grunden kan delas upp i två delar. Genom den första delgrunden ifrågasätter
sökanden förstainstansrättens resonemang i domen av den 16 september 2004 i mål T-342/02, 
Metro-Goldwyn-Mayer Lion mot harmoniseringsbyrån – Moser Grupo Media (Moser Grupo Media) 
(REG 2004, s. I-0000). Genom den andra delgrunden gör sökanden gällande att omständigheterna i
förevarande mål skiljer sig från dem i det nyss nämnda målet. 

12     Till stöd för den första delgrunden har sökanden gjort gällande att förstainstansrätten i punkt 44 i
domen i det ovannämnda målet Moser Grupo Media har följt det resonemang som förts i punkt 33 i
förstainstansrättens dom av den 17 september 1992 i mål T-138/89, NBV och NVB mot 
kommissionen (REG 1992, s. II-2181). Sökanden anser emellertid att dess rättsliga ställning i
förevarande mål skiljer sig från den rättsliga ställning som sökandena i målet NBV och NVB mot
kommissionen hade. Sökandens rättsliga ställning påverkas nämligen av skälen i
invändningsenhetens beslut. 

13     Sökanden har anfört att den som har ansökt om ett gemenskapsvarumärke, men fått avslag på
grund av att en innehavare av ett gemenskapsvarumärke har invänt däremot, saknar möjlighet att
begära att ansökan skall omvandlas till en ansökan om nationellt varumärke i enlighet med artikel
108.1 a i förordning nr 40/94. Enligt sökanden föreligger i ett sådant fall registreringshinder inom
hela gemenskapens territorium, varför ansökan enligt artikel 108.2 b inte kan omvandlas till en
ansökan om ett nationellt varumärke. 

14     Därtill kommer att ett avslag på en varumärkesansökan som meddelas med anledning av ett äldre
gemenskapsvarumärke hindrar varumärkessökanden från att åberopa prioritet för ansökningen om
gemenskapsvarumärke i samtliga medlemsstater. Ett avslag på en ansökan om
gemenskapsvarumärke som meddelas endast med anledning av ett äldre nationellt varumärke utgör
emellertid inte hinder för varumärkessökanden att, efter en ansökan om omvandling, åberopa ett
tidigare prioritetsdatum än det som skulle ha gällt om denne hade gett in ansökningar om nationella
varumärken efter att ett sådant avslag meddelats. 

15     Sökanden har tillagt att syftet med förordning nr 40/94 är att förmå de ekonomiska aktörerna att gå
över från ett nationellt system för skydd av registrerade varumärken till ett gemenskapssystem med
ett enhetligt skydd av ett varumärke i samtliga medlemsstater. Sökanden har i detta avseende
hänvisat till första skälet och artikel 34 i förordningen. 

16     Som andra delgrund har sökanden anfört tre skillnader mellan de faktiska omständigheterna i
förevarande mål och dem i det ovannämnda målet Moser Grupo Media. 

17     För det första kan invändningsenhetens beslut i det ovannämnda målet, att avslå ansökan om
gemenskapsvarumärke med anledning av endast vissa av de äldre nationella varumärken som
åberopats till stöd för invändningen, förklaras av svårigheterna att bevisa att övriga åberopade
nationella varumärken verkligen existerade. Någon sådan bevissvårighet föreligger emellertid inte
beträffande det äldre gemenskapsvarumärket TELETECH GLOBAL VENTURES, som sökanden
åberopat till stöd för sin invändning. Det företag som hade framställt invändningen i det
ovannämnda målet Moser Grupo Media grundade sig dessutom endast på en ansökan om
gemenskapsvarumärke, medan det gemenskapsvarumärke som åberopats i förevarande fall redan
har registrerats. 

18     För det andra lade sökanden i det ovannämnda målet Moser Grupo Media invändningsenheten till
last att den inte grundade sitt beslut att avslå varumärkesansökan på samtliga nationella
varumärken som hade åberopats till stöd för invändningen, medan sökanden i förevarande fall
lägger invändningsenheten till last att den lämnat ett äldre gemenskapsvarumärke utan avseende. 

19     Sökanden har för det tredje påpekat att registreringen av det äldre gemenskapsvarumärket
TELETECH GLOBAL VENTURES delvis har upphävts genom ett beslut avseende flertalet av de
tjänster för vilka det hade registrerats (beslut av harmoniseringsbyråns invändningsenhet av den 22
februari 2001, fastställt av harmoniseringsbyråns första överklagandenämnd genom beslut av den
28 maj 2003 mot vilket talan väckts vid förstainstansrätten; se även förstainstansrättens dom av
den 25 maj 2005 i mål T-288/03, TeleTech Holdings mot harmoniseringsbyrån – Teletech 
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International (TELETECH GLOBAL VENTURES), REG 2005, s. II-0000, vilken är föremål för överklagande, 
genom vilken sökandens talan mot första överklagandenämndens beslut ogillats). Sökanden har
anfört att om detta upphävandebeslut vinner laga kraft kommer sökanden inte längre att kunna
åberopa det äldre gemenskapsvarumärket TELETECH GLOBAL VENTURES i samband med ett
omvandlingsförfarande eller ett nationellt förfarande för registrering av varumärken. Om
invändningsenheten i stället hade grundat sitt avslagsbeslut på det äldre gemenskapsvarumärket
skulle däremot intervenientens ansökan om gemenskapsvarumärke inte ha kunnat omvandlas till en
ansökan om nationella varumärken på grund av artikel 108.2 b i förordning nr 40/94. 

20     Harmoniseringsbyrån och intervenienten har bestritt sökandens argument. 

 Förstainstansrättens bedömning 

21     I artikel 58 första meningen i förordning nr 40/94 föreskrivs att ”[e]n part får överklaga ett beslut 
som gått honom emot”. 

22     Av detta följer att i den mån ett sådant beslut som avses i artikel 58 i förordning nr 40/94 inte går
en part emot kan denne inte överklaga beslutet till överklagandenämnden och ett sådant
överklagande skall således avvisas. 

23     I förevarande fall skall undersökas huruvida överklagandenämndens bedömning att
invändningsenhetens beslut på intet sätt gick sökanden emot var riktig. 

24     Sökanden har som enda grund gjort gällande att överklagandenämnden bortsett från den
omständigheten att intervenienten kunde begära att ansökan om gemenskapsvarumärke skulle
omvandlas till en ansökan om nationellt varumärke med stöd av artikel 108.1 a i förordning nr
40/94. Denna omvandling var endast utesluten i fråga om Förenade kungariket beträffande vilket,
enligt invändningsenhetens beslut, ett registreringshinder förelåg på grund av artikel 108.2 b i
nämnda förordning. Om invändningsenheten däremot hade bifallit invändningen på den grunden att
det fanns en risk för förväxling mellan det äldre gemenskapsvarumärket och det sökta kännetecknet
skulle, enligt sökanden, varumärkesansökan inte ha kunnat omvandlas till en nationell ansökan i
någon av gemenskapens medlemsstater. Enligt sökanden riskerar dessutom det äldre
gemenskapsvarumärket att upphävas, vilket skulle innebära att sökanden i framtiden inte längre
skulle kunna åberopa detta varumärke för att bestrida registrering av TELETECH INTERNATIONAL
som nationellt varumärke. 

25     Förstainstansrätten erinrar om att gemenskapsordningen för varumärken enligt andra skälet i
förordning nr 40/94 innebär att företag genom ett enda förfarande kan förvärva
gemenskapsvarumärken som åtnjuter samma skydd och får rättsverkan i hela gemenskapen och att
denna princip om gemenskapsvarumärkenas enhetliga karaktär skall gälla om inget annat sägs i
nämnda förordning. 

26     Invändningsförfarandet syftar till att undvika att gemenskapsvarumärken registreras som står i strid
med äldre varumärken och rättigheter (domen i det ovannämnda målet Moser Grupo Media, punkt
34). Detta är den enda tolkning som helt kan uppfylla målsättningarna i förordning nr 40/94 (domen
i det ovannämnda målet Moser Grupo Media, punkt 34). Den har kommit till uttryck i artikel 43.5
första meningen i förordning nr 40/94, som har följande lydelse: ”Om prövningen av invändningen 
visar att varumärket inte kan registreras för vissa eller samtliga [av] de varor eller tjänster för vilka
ansökan om gemenskapsvarumärke har gjorts, skall ansökan avslås såvitt avser dessa varor eller
tjänster.” Av denna bestämmelse följer att prövningen av invändningen går ut på att undersöka 
huruvida det för vissa eller samtliga av de varor eller tjänster för vilka registrering av det sökta
varumärket bestrids föreligger ett registreringshinder som motiverar att varumärkesansökan skall
avslås. 

27     Det föreskrivs däremot inte i denna bestämmelse att harmoniseringsbyrån skulle vara skyldig att
grunda ett beslut om avslag på en varumärkesansökan på samtliga registreringshinder som har
åberopats till stöd för en invändning och som skulle kunna föranleda att ansökan avslås. Syftet med
invändningsförfarandet är nämligen att ge företagen en möjlighet att med utnyttjande av ett
enhetligt förfarande invända mot ansökningar om gemenskapsvarumärken som skulle kunna ge
upphov till en risk för förväxling med deras egna äldre varumärken eller rättigheter. Förfarandet
syftar emellertid inte till att i förväg avgöra eventuella motsättningar mellan varumärken på
nationell nivå eller gemenskapsnivå (se, beträffande motsättningar på nationell nivå, domen i det
ovannämnda målet Moser Grupo Media, punkt 35). 
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28     I förevarande fall har invändningsenheten, genom att den avslagit varumärkesansökan avseende
samtliga varor och tjänster för vilka registrering sökts, bifallit sökandens invändning fullt ut i
enlighet med artikel 43.5 första meningen i förordning nr 40/94. 

29     Vad gäller sökandens uppfattning att det finns ett nära samband mellan invändningsförfarandet och
möjligheten för den som ansöker om gemenskapsvarumärke att begära att hans ansökan skall
omvandlas till en ansökan om nationellt varumärke, erinrar förstainstansrätten om att det i
artiklarna 108–110 i förordning nr 40/94 föreskrivna omvandlingsförfarandet endast är ett
fakultativt förfarande för den som ansöker om gemenskapsvarumärke (domen i det ovannämnda
målet Moser Grupo Media, punkt 41). Översändandet av en begäran om omvandling till de berörda
nationella myndigheterna i enlighet med artikel 109.3 i förordning nr 40/94 innebär inte heller att
varumärkesansökan automatiskt beviljas. Det ankommer på de nationella myndigheterna att
undersöka huruvida det föreligger något registreringshinder, varvid sökanden i princip kan göra sina
rättigheter gällande inför dessa nationella myndigheter. Det måste därför anses att det intresse som
sökanden har åberopat till stöd för sin rätt att överklaga invändningsenhetens beslut rör ett framtida
och ännu osäkert rättsläge (domen i det ovannämnda målet Moser Grupo Media, punkt 43; se även,
för ett liknande resonemang, förstainstansrättens dom av den 1 mars 2005 i mål T-185/03, Fusco 
mot harmoniseringsbyrån – Fusco International (ENZO FUSCO) (REG 2005, s. I-0000), punkt 70). 

30     I artikel 108.2 b i förordning nr 40/94 föreskrivs visserligen, för att undvika motstridiga avgöranden
och tillgodose processekonomiska hänsyn, att omvandling inte får ske för skydd i en medlemsstat
där det i enlighet med harmoniseringsbyråns beslut föreligger ett registreringshinder för ansökan
om gemenskapsvarumärke. I denna bestämmelse åläggs emellertid endast harmoniseringsbyrån att
iaktta innehållet i ett sådant beslut. Det finns däremot inga skäl att anta att denna bestämmelse
även syftar till att ålägga invändningsenheten att utforma sitt beslut så, att beslutet i möjligaste
mån hindrar den som ansökt om ett gemenskapsvarumärke från att begära omvandling av ansökan.
Som harmoniseringsbyrån har anfört skulle lagstiftaren nämligen, om denne hade velat knyta
omvandlingsförfarandet närmare till invändningsförfarandet, ha antagit en uttrycklig bestämmelse
härom. Dessutom är en sådan tolkning uppenbart oförenlig med processekonomiska hänsyn,
eftersom den skulle innebära att harmoniseringsbyrån vore tvungen att undersöka om flera
registreringshinder var för handen, trots att det är uppenbart att det är tillräckligt att ett enda
hinder föreligger för att ansökan om gemenskapsvarumärke i fråga skall avslås. 

31     Mot sökandens uppfattning talar även punkterna 2 och 3 i regel 21 i kommissionens förordning (EG)
nr 2868/95 av den 13 december 1995 om genomförande av förordning nr 40/94 (EGT L 303, s. 1),
vilka rör den situationen att flera invändningar har framställts. I punkt 2 i regel 21 i denna
förordning föreskrivs att ”[o]m en preliminär prövning av en eller flera invändningar visar att
gemenskapsvarumärket för vilket en ansökan om registrering har inlämnats eventuellt inte är
kvalificerat för registrering vad gäller någon av eller alla de varor eller tjänster för vilka registrering
söks får [harmoniseringsbyrån] avbryta de andra invändningsförfarandena”. I punkt 3 i regel 21 
stadgas att när ett slutligt beslut om avslag på ansökan har meddelats skall prövningen av de
invändningar beträffande vilka handläggningen vilandeförklarats betraktas som avslutad. Som
harmoniseringsbyrån har anfört måste ett sådant betraktelsesätt, om det är tillåtet när det är fråga
om flera invändningar, a fortiori vara tillåtet i ett fall där flera registreringshinder har åberopats till
stöd för en enda invändning. 

32     Det bör även påpekas att sökanden förutsätter att ett avslag på en varumärkesansökan på den
grunden att det finns en förväxlingsrisk mellan det sökta varumärket och ett äldre
gemenskapsvarumärke automatiskt får till verkan att en sådan risk skall anses föreligga i samtliga
gemenskapens medlemsstater. Även om det i artikel 8 i förordning nr 40/94 inte finns någon
bestämmelse som är jämförlig med bestämmelsen i artikel 7.2, enligt vilken det är tillräckligt att det
föreligger ett absolut registreringshinder endast i en del av gemenskapen för att registreringen av
ett varumärke skall kunna nekas, följer det av principen om gemenskapsvarumärkenas enhetliga
karaktär att registrering även skall nekas när det registreringshinder som grundas på ett äldre
gemenskapsvarumärke endast föreligger i en del av detta territorium (förstainstansrättens dom av
den 3 mars 2004 i mål T-355/02, Mülhens mot harmoniseringsbyrån – Zirh International (ZIRH), 
REG 2004, s. II-791, punkt 36, och av den 6 oktober 2004 i de förenade målen T-117/03–T-119/03 
och T-171/03, New Look mot harmoniseringsbyrån – Naulover (NLSPORT, NLJEANS, NLACTIVE och 
NLCollection) (REG 2004, s. II-0000, punkt 34). Det framstår därmed som orimligt att utesluta
omvandlingen av en varumärkesansökan för skydd i en medlemsstat där det inte finns något
registreringshinder eller åtminstone för ett område beträffande vilket harmoniseringsbyrån inte i sitt
beslut har slagit fast att det föreligger ett sådant hinder. 

33     Vad gäller argumentet att det äldre gemenskapsvarumärket med slutlig verkan kan vara avfört från
gemenskapsregistret vid den tidpunkt då en eventuell omvandlingsbegäran översänds till de
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nationella myndigheterna och att sökanden därmed inte kan göra gällande de rättigheter som är knutna
till detta varumärke, har harmoniseringsbyrån med fog anfört att sökandens äldre
gemenskapsvarumärke redan var föremål för en ansökan om upphävande när invändningsenheten
avgjorde invändningen. Under sådana omständigheter skulle en skyldighet att undersöka samtliga
de registreringshinder som åberopats ha medfört att invändningsenheten skulle ha varit tvungen att
vilandeförklara förfarandet till dess att upphävandeförfarandet hade avgjorts, i enlighet med punkt 6
i regel 20 i förordning nr 2868/95 i dess då gällande lydelse. En sådan vilandeförklaring skulle ha
varit särskilt nödvändig om invändningsenheten hade delat sökandens uppfattning att det finns en
nära koppling mellan invändningsförfarandet och omvandlingsförfarandet. 

34     De påstådda skillnaderna mellan de faktiska omständigheterna i förevarande mål och dem i det
ovannämnda målet Moser Grupo Media skall följaktligen ses i sitt sammanhang. I det sistnämnda
målet hade det äldre gemenskapsvarumärke som hade åberopats till stöd för invändningen ännu
inte registrerats. Under dessa omständigheter var det inte nödvändigt att ytterligare förlänga
förfarandet genom en vilandeförklaring i enlighet med punkt 6 i regel 20 i förordning nr 2868/95 i
dess då gällande lydelse, i syfte att invänta registreringen av gemenskapsvarumärket (domen i det
ovannämnda målet Moser Grupo Media, punkt 46). Detta resonemang kan även tillämpas för den
händelse att ett gemenskapsvarumärke blivit föremål för en ansökan om upphävande som bifallits
av invändningsenheten och överklagandenämnden men som ännu inte vunnit laga kraft på grund av
artikel 62.3 i förordning nr 40/94. 

35     Vad gäller det fallet att en invändning grundas på flera äldre nationella varumärken eller
gemenskapsvarumärken finns det ingen skyldighet för harmoniseringsbyrån att ge företräde för de
senare. Av femte skälet i förordning nr 40/94 framgår att gemenskapsbestämmelserna om
varumärken inte ersätter medlemsstaternas varumärkeslagar och att det inte förefaller vara rimligt
att företagen skall vara skyldiga att ansöka om att deras varumärken registreras som
gemenskapsvarumärken. Sökandens argument att förordning nr 40/94 har till syfte att förmå de
ekonomiska aktörerna att gå över från ett nationellt system för skydd av registrerade varumärken
till ett gemenskapssystem med ett enhetligt skydd av ett varumärke i samtliga medlemsstater är
således felaktigt. Även om artikel 34 i förordning nr 40/94, enligt vilken en innehavare av ett
gemenskapsvarumärke kan åberopa företräde för ett nationellt varumärke som denne har låtit bli
upphävt eller har avstått ifrån, har till verkan att praktiskt underlätta byte från ett nationellt
varumärke till ett gemenskapsvarumärke, kan denna bestämmelse, som endast ger de ekonomiska
aktörerna en valmöjlighet, inte tillmätas den innebörd som sökanden påstår. Av bland annat
artiklarna 108–110 i förordning nr 40/94 framgår att denna förordning även innehåller
bestämmelser som tvärtom möjliggör omvandling av ett gemenskapsvarumärke till nationella
varumärken. 

36     Dessa överväganden påverkas slutligen inte av det av sökanden framförda argumentet att de domar
som nämns i punkt 44 i domen i det ovannämnda målet Moser Grupo Media inte rör fall som i alla
avseenden är jämförbara med det förevarande. 

37     Av vad anförts följer att invändningsenhetens beslut inte till någon del gick sökanden emot, varför
sökanden saknade rätt att överklaga detta beslut till överklagandenämnden. Det ifrågasatta beslutet
är således inte felaktigt. Då den enda grund som sökanden har åberopat uppenbart saknar fog, skall
talan ogillas. Anledning saknas därmed att pröva huruvida sökandens andra yrkande kan tas upp till
sakprövning. 

 Rättegångskostnader 

38     Enligt artikel 87.2 i rättegångsreglerna skall tappande part förpliktas att ersätta
rättegångskostnaderna, om detta har yrkats. Harmoniseringsbyrån har yrkat att sökanden skall
förpliktas att ersätta rättegångskostnaderna. Eftersom sökanden har tappat målet, skall
harmoniseringsbyråns yrkande bifallas. Intervenienten har inte framställt något yrkande om
ersättning för rättegångskostnader och skall därför bära sin kostnad. 

Mot denna bakgrund beslutar förstainstansrätten (andra avdelningen) följande: 

1)      Talan ogillas. 

2)      Sökanden skall ersätta rättegångskostnaderna, med undantag av intervenientens 
rättegångskostnad. 
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3)      Intervenienten skall bära sin rättegångskostnad. 

Luxemburg den 11 maj 2006. 

* Rättegångsspråk: engelska. 

Justitiesekreterare        Ordförande 

E. Coulon        J. Pirrung 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT OF FIRST INSTANCE (Fifth Chamber) 

7 September 2006(*) 

(Community trade mark − Opposition proceedings – Earlier national figurative and word marks PAM-
PAM − Application for Community word mark PAM-PIM’S BABY-PROP − Relative ground for refusal – 

Article 8(1)(b) of Regulation (EC) No 40/94) 

In Case T-133/05, 

Gérard Meric, residing in Paris (France), represented by P. Murzeau, lawyer, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by A. Rassat, acting as Agent, 

defendant,

the other party to the proceedings before the Board of Appeal of OHIM having been  

Arbora & Ausonia, SL, established in Barcelona (Spain), 

ACTION brought against the decision of the First Board of Appeal of OHIM of 17 January 2005 in
Case R 250/2004-1, regarding the opposition of the proprietor of the national word and figurative
marks PAM-PAM to the registration of the word mark PAM-PIM’S BABY-PROP (opposition 
proceedings No B 505 067), 

THE COURT OF FIRST INSTANCE  
OF THE EUROPEAN COMMUNITIES (Fifth Chamber), 

composed of M. Vilaras, President, F. Dehousse and M. Šváby, Judges, 

Registrar: B. Pastor, Deputy Registrar, 

having regard to the application lodged at the Court Registry on 17 March 2005, 

having regard to the response lodged at the Court Registry on 15 July 2005, 

further to the hearing on 8 December 2005, 

gives the following 

Judgment 

 Background to the case 

1        On 9 July 2001, the applicant filed a Community trade mark application at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended. 

2        The trade mark for which registration was sought is the word mark PAM-PIM’S BABY-PROP.  
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3        The goods in respect of which registration of the mark was sought fall within Class 16 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following
description: ‘napkin-pants made out of paper or cellulose (disposable)’. 

4        On 21 January 2002, the trade mark application was published in Community Trade Marks Bulletin 
No 7/02. 

5        On 19 April 2002, the company Arbora & Ausonia, SL (‘Arbora & Ausonia’) filed a notice of 
opposition to registration of the trade mark applied for, based on three earlier Spanish trade marks,
reproduced below: 

–        the word mark PAM-PAM No 855 391, registered on 7 October 1981 for the following goods in 
Class 25 of the Nice Agreement: ‘any ready-made clothing, in particular napkin-pants, 
footwear’; 

–        the figurative mark PAM-PAM No 1 146 300, registered on 7 May 1991 for ‘napkin-pants 
made out of paper and cellulose (disposable)’, in Class 16 of the Nice Agreement: 

  

–        the word mark PAM-PAM Servicio de Merchandising, SA No  
1 153 492, registered on 20 April 1988 for the following goods, in Class 5 of the Nice 
Agreement: ‘sanitary pants, sanitary towels, absorbent wadding, sanitary tampons and 
towels, sterilising preparations, cotton wool for medical purposes’. 

6        The opposition, based on Article 8(1)(b) of Regulation No 40/94, was directed at all of the goods
designated in the Community trade mark application. 

7        On 9 February 2004, by Decision No 289/2004, the Opposition Division upheld the opposition
brought by Arbora & Ausonia, rejected the Community trade mark application and ordered the
applicant to bear the costs. 

8        As justification for its decision, based solely on the earlier figurative mark PAM-PAM, the Opposition 
Division held, essentially, that the goods in question were identical and that there was a phonetic
similarity between the signs concerned. The Opposition Division concluded that there was a
likelihood of confusion on the part of the relevant public as defined in Article 8(1)(b) of Regulation
No 40/94. 

9        On 6 April 2004, the applicant filed a notice of appeal at OHIM against the decision of the
Opposition Division. 

10      On 19 November 2004, the rapporteur informed the parties that he was intending to propose to the
Board of Appeal to take into account not only the earlier figurative mark PAM-PAM, which alone was 
examined by the Opposition Division, but also the two other earlier marks referred to in the notice
of opposition. OHIM pointed out at the hearing that the parties had not put forward observations on
that subject before the Board of Appeal. 

11      By decision of 17 January 2005 (‘the contested decision’), notified to the applicant on 20 January 
2005, the Board of Appeal dismissed the appeal. Essentially, it held that, in view of, inter alia, the
important elements of similarity between the mark applied for and the earlier word mark PAM-PAM, 
the very strong similarity between the goods and the intrinsic distinctive nature of the earlier word
mark PAM-PAM, the visual and phonetic differences highlighted were not such as to avoid a
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likelihood of confusion (paragraph 28 of the contested decision). Having reached that conclusion, the
Board of Appeal considered that it was not necessary to examine further the two other marks cited
in the opposition proceedings. 

 Arguments of the parties 

12      The applicant claims that the Court of First Instance should: 

–        ‘purely and simply’ alter the contested decision; 

–        reject the opposition entered by the company Arbora & Ausonia to registration of the trade 
mark PAM-PIM’S BABY-PROP; 

–        order Arbora & Ausonia to pay the costs. 

13      OHIM claims that the Court of First Instance should: 

–        dismiss the action; 

–        order the applicant to pay the costs. 

 In law 

 Preliminary observations 

14      At the outset, it should be pointed out that the applicant did not attend the hearing of 8 December
2005. By a first facsimile dated 7 December 2005, he informed the Court that ‘a last minute 
difficulty would not allow him to be present’. He stated that he ‘sought to advise it immediately in 
order that [the Court of First Instance] can organise [its] hearing’ and requested to be ‘informed of 
the date on which [the] decision is given’. By a second facsimile of 7 December 2005, the applicant
stated that he wished the hearing, ‘if possible’, to be postponed to the following month of January or 
February, citing ‘a difficulty of a purely personal and last-minute nature’. In view of the contradiction 
of the messages, the imminence of the hearing and, in any event, the inadequacy of the reasons for
the applicant’s request, the Fifth Chamber decided not to allow the request for the postponement of
the hearing. 

15      Next, the view must be taken that, although the arguments of the applicant formally relate to the
alteration of the contested decision, it is clear from the content of the application that, by the
present action, the applicant seeks, essentially, annulment of the contested decision on the ground
that the Board of Appeal wrongly held that there was a likelihood of confusion between the opposing
marks, within the meaning of Article 8(1)(b) of Regulation No 40/94. 

 Substance 

16      The applicant puts forward a single plea, alleging infringement of Article 8(1)(b) of Regulation No
40/94. Between the mark applied for and the earlier marks, he argues, there is no similarity in the
signs nor similarity in the goods concerned. According to the applicant, there cannot be, on the part
of the average consumer in Spain, a likelihood of confusion between the trade marks in question. 

17      OHIM argues, on the contrary, that the decision of the Board of Appeal is not vitiated by
irregularities. 

18      Under Article 8(1)(b) of Regulation No 40/94, a mark is not to be registered if, because of its
identity with or similarity to an earlier trade mark and the identity or similarity of the goods or
services covered by the trade marks, there exists a likelihood of confusion on the part of the public
in the territory in which the earlier trade mark is protected. Further, under Article 8(2)(a)(ii) of
Regulation No 40/94, ‘earlier trademarks’ means trade marks registered in a Member State with a 
date of application for registration which is earlier than the date of application for registration of the
Community trade mark (Case T-85/02 Díaz v OHIM – Granjas Castelló (CASTILLO) [2003] ECR II-
4835, paragraph 27). 
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19      Under the continuity, in terms of their functions, between the Opposition Division and the Boards of
Appeal of OHIM (Case T-308/01 Henkel v OHIM – LHS (UK) (KLEENCARE) [2003] ECR II-3253, 
paragraph 25, and Case T-107/02 GE Betz v OHIM – Atofina Chemicals (BIOMATE) [2004] ECR II-
1845, paragraph 33), the Board of Appeal reexamines all the relevant matters of law and of fact to
determine if a new decision with the same operative part as the decision under appeal may be
lawfully adopted at the time of the appeal ruling (KLEENCARE, paragraph 29, and Case T-16/02 Audi 
v OHIM (TDI) [2003] ECR II-5167, paragraphs 81 and 82). 

20      In the present case, it is common ground that the opposition of Arbora & Ausonia was based on the
three earlier national marks referred to at paragraph 5 above. The Opposition Division found that
there was a likelihood of confusion between the mark applied for and only the earlier figurative
mark. 

21      By contrast, after having informed the parties of its intention also to take into account the two
other earlier marks referred to in the statement of opposition, the Board of Appeal first compared
the mark applied for and the earlier mark PAM-PAM No 855 391, the latter also being a word mark 
and, therefore, closer to the mark applied for (paragraph 22 of the contested decision). It was only
after finding that there was a likelihood of confusion between those two marks that the Board of
Appeal held that it was not necessary to examine the possibility that there was a likelihood of
confusion between the mark applied for and the two other earlier marks (paragraph 30 of the
contested decision). 

22      It must be borne in mind that the purpose of the action before the Court of First Instance is to
obtain a review of the legality of the decision of the Board of Appeal (see, in this connection, Case
T-237/01 Alcon v OHIM – Dr. Robert Winzer Pharma (BSS) [2003] ECR II-411, paragraph 61; Case 
T-128/01 DaimlerChrysler v OHIM (Grille) [2003] ECR II-701, paragraph 18; Case T-129/01 
Alejandro v Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 67; and Case T-311/01 
Éditions Albert René v OHIM – TRUCCO (Starix) [2003] ECR II-4625, paragraph 70). Under Article 
63 of Regulation No 40/94, the Court of First Instance has power to annul the contested decision ‘on 
grounds of lack of competence, infringement of an essential procedural requirement, infringement of
the Treaty, of this Regulation or of any rule of law relating to their application or misuse of power’ in 
the context of Articles 229 EC and 230 EC. The Court of First Instance’s review of the legality of a 
decision by a Board of Appeal must therefore be carried out with regard to the issues of law raised
before the Board of Appeal (see Case T-373/03 Solo Italia v OHIM – Nuovo Sala (PARMITALIA) 
[2005] ECR II-1881, paragraph 25). 

23      It is therefore appropriate to examine whether the Board of Appeal acted correctly in holding that
there was a likelihood of confusion between the mark applied for and the earlier word mark PAM-
PAM (‘the earlier mark in question’). 

 The comparison of the goods 

–       Arguments of the parties 

24      The applicant argues that, contrary to the view taken by the Board of Appeal, there is no identity or
similarity in the designated goods. He contends that the goods covered by the trade mark
application are nappies made out of paper or cellulose, disposable, intended for babies, whereas the
goods covered by the earlier mark in question are ‘“napkin-pants for children” not made out of 
paper or cellulose, but made with another material (tissue, polyester, nylon, etc.)’, washable and 
reuseable. 

25      In that respect, the applicant points out that ‘the mark PAM-PAM only distributes nappies for 
adults’. Arbora & Ausonia has never marketed nappies for babies. That factor is established since
Arbora & Ausonia has not furnished proof that it has marketed that type of products before. 

26      OHIM argues that the Board of Appeal was correct in holding that the goods covered by the mark
applied for and the earlier mark in question were ‘at least very similar’. 

–       Findings of the Court 

27      At the outset, it should be observed that, in the present case, the Board of Appeal held that the
goods were identical or at least very similar. 
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28      In assessing the similarity between the goods or services concerned, all the relevant factors which
characterise the relationship between them should be taken into account. Those factors include, in
particular, their nature, their end users and their method of use and whether they are in competition
with each other or are complementary (CASTILLO, cited in paragraph 18 above, paragraph 32, and 
Case T-346/04 Sadas v OHIM – LTJ Diffusion (ARTHUR ET FELICIE) [2005] ECR II-0000, paragraph 
33). 

29      In addition, the goods can be considered as identical when the goods designated by the earlier
mark are included in a more general category, designated by the trade mark application (Case T-
388/00 Institut für Lernsysteme v OHIM – Educational Services (ELS) [2002] ECR II-4301, 
paragraph 53) or when the goods designated by the trade mark application are included in a more
general category designated by the earlier mark (Case T-104/01 Oberhauser v OHIM – Petit Liberto 
(Fifties) [2002] ECR II-4359, paragraphs 32 and 33; Case T-110/01 Vedial v OHIM – France 
Distribution (HUBERT) [2002] ECR II-5275, paragraphs 43 and 44; and Case T-10/03 Koubi v OHIM 
– Flabesa (CONFORFLEX) [2004] ECR II-719, paragraphs 41 and 42). 

30      It should be noted that the comparison of the goods must concern the description of the goods
covered by the marks in issue and not the goods for which the trade marks are actually used,
unless, following an application in accordance with Article 43(2) and (3) of Regulation No 40/94, the
proof of use of the earlier mark is only in respect of some of the goods or services for which it is
registered. In such a case, the earlier mark is, for the purposes of the assessment of the opposition,
deemed to be registered only in respect of those goods and services (ELS, cited in paragraph 29 
above, paragraph 50, and ARTHUR ET FELICIE, cited in paragraph 28 above, paragraph 35). 

31      In the present case, the Board of Appeal correctly held that the proof of use of the earlier marks
had not been sought and it therefore took into consideration the description of the goods in
question. 

32      The Board of Appeal stated in the contested decision, at paragraph 27, that the goods designated
by the application were ‘napkin-pants made out of paper and cellulose (disposable)’ both for adults 
and for babies. It compared them to certain goods designated by the earlier mark in question which
are, according to the Board of Appeal, ‘children’s napkin-pants’. 

33      The applicant’s argument regarding the absence of marketing of babies’ nappies by Arbora & 
Ausonia cannot succeed. The applicant thus contends that there is a lack of proof of genuine use of
the earlier mark. Such a lack of proof can be penalised by rejecting the opposition only where the
applicant has expressly and timeously requested such proof before OHIM (Joined Cases T-183/02 
and T-184/02 El Corte Inglés v OHIM – González Cabello and Iberia Líneas Aéreas de España
(MUNDICOR) [2004] ECR II-965, paragraph 38, and Case T-303/03 Lidl Stiftung v OHIM – REWE-
Zentral (Salvita) [2005] ECR II-1917, paragraph 77). 

34      It is noteworthy that the earlier mark in question was registered for ‘any ready-made clothing, in 
particular napkin-pants, footwear’. As regards the napkin-pants, the original text in Spanish 
indicates ‘braga-pañal infantil’ (children’s napkin-pants). 

35      The trade mark application concerns ‘napkin-pants made out of paper and cellulose (disposable)’. 
As the applicant has not put forward any factors which would allow the application for registration to
be considered as being limited to pants for adults or for babies, the Board of Appeal was right to find
that that wording covered both pants for adults and those intended for babies. 

36      It is therefore significant that, as the goods designated by the earlier mark in question were, in
particular, babies’ nappies, they are included in the more general category covered by the trade
mark application which covers both babies’ nappies and adults’ nappies. 

37      It should be added that the goods thus referred to are of the same kind (hygiene products), have
the same function or purpose (protection of clothes in the event of incontinence) and are marketed
in the same points of sale (generally, supermarkets or pharmacies). Finally, the goods have a
potentially complementary nature, in so far as, when they are intended for young children, the
disposable napkin-pants can be placed inside the nappies made of reusable tissue. There is
therefore no doubt that they can be made or marketed by the same economic agents. 

38      The applicant’s argument that the goods are not identical or at least similar because of the
differences in composition and use must be rejected. In the present case, those differences cannot
outweigh the common nature and purpose of the two goods concerned. Whether he is faced with
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nappies made out of cellulose or tissue, disposable or not, the consumer will be able to take the view that
the goods are similar (for a similar approach, see Case T-164/03 Ampafrance v OHIM – Johnson & 
Johnson (monBéBé) [2005] ECR II-1401, paragraph 53), belonging to the same general range of
napkin-pants, capable of having a common commercial origin (CASTILLO, cited in paragraph 18 
above, paragraphs 33 to 38). 

39      Consequently, the Board of Appeal did not err in finding that the goods designated by the opposing
marks were identical or at least very similar. 

 The comparison of the signs 

40      The Court first points out that two marks are similar when, from the point of view of the relevant
public, they are at least partially identical as regards one or more visual, aural and conceptual
aspects (Case T-6/01 Matratzen Concord v OHIM – Hukla Germany (MATRATZEN) [2002] ECR II-
4335, paragraph 30, and Case T-34/04 Plus v OHIM – Bälz and Hiller (Turkish Power) [2005] ECR 
II-2401, paragraph 43). 

–       Arguments of the parties 

41      The applicant submits that, contrary to the opinion of the Board of Appeal, there is no identity
between the signs PAM-PAM and PAM-PIM’S BABY-PROP. There are, as between the earlier mark in 
question and the mark applied for, visual, aural and conceptual differences which are much greater
than those accepted by the Board of Appeal. 

42      In that regard, the applicant disputes the approach taken by the Board of Appeal, according to
which the attention of the consumer is necessarily focussed on the first part of a mark, in the
present case the words ‘pam-pim’s’, without paying attention to the second part ‘baby-prop’. 
According to the applicant, the consumer is, on the contrary, drawn visually to the original or
particular aspect of a mark. 

43      Firstly, as the mark applied for and the earlier mark in question contain a number of different
words, they are not visually similar. The applicant also puts forward a graphic and visual difference
which is even greater between the mark applied for (PAM-PIM’S BABY-PROP) and the earlier 
figurative mark (PAM-PAM), the only earlier mark which corresponded to goods also in Class 16. 

44      Secondly, the applicant finds that there is a phonetic difference in which the syllable ‘pim’s’ 
conferred an aspect of smoothness to the mark applied for, intended for babies, in contrast to the
earlier mark in question, PAM-PAM, which resonates in the manner of a drum. 

45      Furthermore, the applicant accuses the Board of Appeal of having assessed the alleged visual and
aural similarities in a subjective manner. That subjective character resulted from the fact that the
territory of the earlier marks considered (Spain) and that where the decision was taken is the same. 

46      Thirdly, from a conceptual point of view, the applicant submits that there is no similarity between
the signs concerned. The mark applied for would immediately allow the product concerned to be
determined, namely babies’ nappies, whereas the earlier mark in question has no particular
meaning. In addition, it has not been shown that the average Spanish consumer necessarily
associates that mark with babies’ nappies. 

47      OHIM maintains that the Board of Appeal was correct to confirm the view of the Opposition Division
that there is a similarity between the signs concerned. 

–       Findings of the Court of First Instance 

48      According to the case-law, the global assessment of the likelihood of confusion, so far as concerns 
the visual, aural or conceptual similarity of the marks in question, must be based on the overall
impression given by the marks, bearing in mind, inter alia, their distinctive and dominant
components (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23; Case C-342/97 Lloyd 
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 25; Case T-423/04 Bunker & BKR v OHIM –
Marine Stock (B.K.R.) [2005] ECR II-0000, paragraph 57). 

49      Whilst the average consumer normally perceives a mark as a whole and does not proceed to
analyse its various details, in general it is the dominant and distinctive features of a sign which are
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more easily remembered (Fifties, cited in paragraph 29 above, paragraphs 47 and 48, and Joined Cases
T-117/03 to T-119/03 and T-171/03 New Look v OHIM –Naulover (NLSPORT, NLJEANS, NLACTIVE 
and NLCollection) [2004] ECR II-3471, paragraph 39). 

50      In the present case, the Board of Appeal held that, in the mark applied for, the words ‘pam-pim’s’ 
were distinct from the goods designated and dominant in relation to the words ‘baby-
prop’ (paragraph 21 of the contested decision). 

51      It is noteworthy that, as the Board of Appeal correctly pointed out, the reference consumer will
more easily remember the words ‘pam-pim’s’, which, on the one hand, have no particular meaning 
in Spanish except as an expression of infant language, and, on the other hand, are situated at the
beginning of the mark applied for (PAM-PIM’S BABY-PROP). The consumer generally pays greater 
attention to the beginning of a mark than to the end (BUDMEN, cited in paragraph 22 above, 
paragraph 47, and ARTHUR ET FELICIE, cited in paragraph 28 above, paragraph 46). The word
combination ‘pam-pim’s’ therefore plays an important role in the visual and aural assessment of the
earlier mark, given its position at the beginning, that is to say, in the most visible place (Case T-
312/03 Wassen International v OHIM – Stroschein Gesundkost (SELINIUM-ACE) [2005] ECR II-
2897, paragraph 41). 

52      As for the word combination ‘baby-prop’ contained in the mark applied for, it does not allow
attention to be drawn from the element ‘pam-pim’s’ to the point of sufficiently amending the way in 
which the public will perceive that mark. In that regard, the parties correctly agree that the Board of
Appeal did not make an error in holding that the Spanish reference consumer will understand the
word ‘baby’ as meaning ‘baby’. That word may be part of the expressions used in everyday speech
to designate the function of babies’ nappies (Case C-383/99 P Procter & Gamble v OHIM [2001] ECR 
I-6251, paragraph 43). In that context, the association of the words ‘baby’ and ‘prop’, placed at the 
end of the mark applied for, occupy only a secondary position within the sign as a whole (see, for a
similar assessment, HUBERT, cited in paragraph 29 above, paragraph 53). 

53      It follows from those considerations that the word combination ‘pam-pim’s’ is the dominant element 
of the mark applied for. 

54      It is in the light of that assessment that it is necessary to examine whether the signs in question
display similarities. 

55      It is noteworthy, first, that, although the Board of Appeal held in the contested decision that a
visual and aural similarity existed (paragraphs 23 and 24 of the contested decision) and that there
was a slight conceptual similarity between the earlier trade mark in question and the mark applied
for, whilst in particular taking account of its distinctive and dominant elements (paragraph 25 of the
contested decision), it did not, contrary to the applicant’s argument, hold that those signs were 
identical. 

56      First, from a visual point of view, the dominant element of the mark applied for, ‘pam-pim’s’, and 
the earlier trade mark in question, PAM-PAM, are both made up of two words linked by a hyphen. 
Those words contain three letters each, of which two are identical, placed in the same order and in
the same position. 

57      The difference pointed out in the contested decision between the vowels ‘a’ and ‘i’ and the addition 
of a ‘s’ preceded by an apostrophe are not sufficiently significant to challenge the visual similarity
which exists between the earlier trade mark in question and the dominant element of the mark
applied for (ELS, cited in paragraph 29 above, paragraph 66). 

58      In the same manner, the addition of the words ‘baby-prop’ in the trade mark application is not such 
as to amend that assessment, in so far as those words occupy a secondary position within the sign
as a whole. 

59      The Board of Appeal therefore acted correctly in law in holding that there was a visual similarity
between the mark applied for and the earlier mark in question. 

60      So far as concerns the applicant’s argument relating to the difference between the trade mark
applied for and the earlier figurative mark, this is irrelevant, as the Court has stated at paragraph
21 above that the Board of Appeal validly based its decision only on the earlier word mark in
question, without it being necessary to examine the other earlier trade marks put forward. 
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61      Secondly, from the phonetic point of view, the dominant element of the trade mark applied for,
‘pam-pim’s’, and the earlier trade mark in question (PAM-PAM) are made up of two monosyllabic 
words which start with the same consonant ‘p’ and finish with the same consonant ‘m’. They also 
have in common the contested syllable ‘pam’. The only difference in pronunciation for the Spanish 
public concerns the central vowel of the second syllable ‘a’ in the earlier mark in question and ‘i’ in 
the mark applied for. That minor difference cannot under any circumstances bring into question the
aural similarity which exists between the trade marks concerned. 

62      As regards the words ‘baby-prop’ contained in the mark applied for, the Court has already stated
that they occupy a secondary position within the sign as a whole. They cannot therefore bring into
question the extensive aural similarity between the dominant element of the mark applied for and
the earlier mark in question (see, to that effect, Case T-31/03 Grupo Sada v OHIM – Sadia (GRUPO 
SADA) [2005] ECR II-1667, paragraph 62). 

63      The applicant’s assertion that the earlier trade mark in question resonates in the manner of a drum,
as opposed to the trade mark applied for which relates to an aspect of softness, is not
substantiated. In any event, it would not be sufficient to preclude all aural similarity between the
mark applied for and the earlier mark in question, as the smoothness of the sound ‘pam-pim’s’ has 
not been established. 

64      Therefore the Board of Appeal correctly held that there was an aural similarity between the trade
mark applied for and the earlier trade mark in question, taken together, as their similarities override
their differences (see, for a similar approach, SELENIUM-ACE, cited in paragraph 51 above, 
paragraph 44). 

65      Furthermore, the Court finds that the applicant’s assertion as regards the subjectivity of the 
assessment by the Board of Appeal of the visual and aural similarity is not substantiated. 

66      Thirdly, from the conceptual point of view, the sign PAM-PAM and the dominant element ‘pam-
pim’s’ of the trade mark applied for do not have, for the relevant public, a clear and specified
semantic content. As the Board of Appeal rightly held, they do not have a meaning in Spanish,
except a babbling specific to babies. As regards the words ‘baby-prop’ featuring in the trade mark 
applied for, it should be observed that they occupy a secondary position within the sign as a whole.
In addition, while the word ‘baby’ can be understood as meaning ‘baby’ by the relevant public, it 
should be pointed out that the word ‘prop’ does not have any particular meaning in Spanish. Taken
as a whole, the trade mark applied for (PAM-PIM’S BABY-PROP) does not therefore have a clear and 
specific meaning. Contrary to the applicant’s argument, it does not allow the relevant public to
identify the product considered. 

67      Consequently, there are no conceptual differences capable of neutralising the visual and phonetic
differences which exist between the signs concerned. 

68      It follows that the Board of Appeal correctly established that the marks concerned are similar. 

 The likelihood of confusion 

–       Arguments of the parties 

69      According to the applicant, there is no likelihood of confusion between the marks concerned, as the
relevant public targeted by the trade marks is radically different. The consumer targeted by the
trade mark applied for is a public consisting of young parents, whereas the public concerned by the
adults’ nappies distributed under the trade mark PAM-PAM is made up of older or even very old 
persons. 

70      For OHIM, the global assessment of the likelihood of confusion indicates the existence of a
likelihood of confusion. In view of the similarity of the goods and marks in question, the Spanish
reference consumer will tend to attribute the same commercial origin to the goods covered by the
trade mark PAM-PIM’S BABY-PROP as to the goods sold under the trade mark PAM-PAM. 

–       Findings of the Court 

71      The risk that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from economically linked undertakings constitutes a likelihood
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of confusion (Case C-39/97 Canon [1998] ECR I-5507, paragraph 29; Lloyd Schuhfabrik Meyer, cited in 
paragraph 48 above, paragraph 17; and ARTHUR ET FELICIE, cited in paragraph 28 above, 
paragraph 26). 

72      The likelihood of confusion on the part of the public must be appreciated globally, taking into
account all factors relevant to the circumstances of the case (SABEL, cited in paragraph 48 above, 
paragraph 22; Canon, cited in paragraph 71 above, paragraph 16; and Lloyd Schuhfabrik Meyer, 
cited in paragraph 48 above, paragraph 18). 

73      For the purposes of that global assessment, the average consumer of the products concerned is
deemed to be reasonably well informed and reasonably observant and circumspect. His level of
attention is likely to vary according to the category of goods or services in question (ELS, cited in 
paragraph 29 above, paragraph 47). 

74      In the present case, in the light of the observations set out above, it must be concluded that the
existence of a similarity between the mark applied for and the earlier mark in question is
established. In addition, it should be borne in mind, as has been done in the contested decision, that
the goods covered by the opposing trade marks are identical. The corollary of that identity is that
the scope of any differences between the signs in question is reduced (see in that regard BUDMEN, 
cited in paragraph 22 above, paragraph 59). 

75      As regards the relevant public, it has already been established above that both the earlier mark in
question and the mark applied for designate, in particular, nappies intended for babies. The public
targeted is therefore the same, at least in part, for the two opposing trade marks. 

76      The Court notes that, in the clothing sector, it is common for the same mark to be configured in
various different ways according to the type of product which it designates. It is also common for
the same clothing manufacturer to use sub-brands, that is to say, signs that derive from a principal
mark and which share with it a common dominant element, in order to distinguish his various lines
from one another (Fifties, cited in paragraph 29 above, paragraph 49; BUDMEN, cited in paragraph 
22 above, paragraph 57; and NLSPORT, NLJEANS, NLACTIVE, and NLCollection, cited in paragraph 
49 above, paragraph 51). In such circumstances, it is conceivable that the targeted public may
regard the goods designated by the opposing marks as belonging, admittedly, to two distinct ranges
of products but as coming, none the less, from the same manufacturer (Fifties, cited in paragraph 
29 above, paragraph 49, and ARTHUR ET FELICIE, cited in paragraph 28 above, paragraph 68). 

77      In view of all of those elements, the average Spanish consumer may believe that the goods
covered by the trade mark PAM-PIM’S BABY-PROP and those sold under the trade mark PAM-PAM 
come from the same manufacturer or, as the case may be, from manufacturers that are
economically linked.  

78      The Board of Appeal was therefore correct in law in holding that there was a likelihood of confusion
between the marks in question. 

79      Consequently, the single plea alleging infringement of Article 8(1)(b) of Regulation No 40/94 is
rejected. 

 Costs 

80      Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs, if they have been asked for in the successful party’s pleadings. Since the applicant has been 
unsuccessful, it must, having regard to the forms of order sought by OHIM, be ordered to pay the
costs. 

On those grounds, 

THE COURT OF FIRST INSTANCE (Fifth Chamber) 

hereby: 

1.      Dismisses the action; 
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2.      Orders the applicant to pay the costs. 

Delivered in open court in Luxembourg on 7 September 2006. 

* Language of the case: French. 

Vilaras  Dehousse  Šváby 

Registrar          President 

E. Coulon         M. Vilaras 
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AVIS JURIDIQUE IMPORTANT: Les informations qui figurent sur ce site sont soumises à une 
clause de "non-responsabilité" et sont protégées par un copyright.  
 
 

DOCUMENT DE TRAVAIL 

ARRÊT DU TRIBUNAL (deuxième chambre) 

12 juillet 2006 (*) 

« Marque communautaire – Procédure d’opposition – Demande de marque communautaire verbale 
MARCOROSSI – Marques nationale et internationale verbales antérieures MISS ROSSI – Marque 

communautaire verbale antérieure SERGIO ROSSI – Motif relatif de refus – Risque de confusion » 

Dans l’affaire T-97/05, 

Sergio Rossi SpA, établie à San Mauro Pascoli (Italie), représentée par Me A. Ruo, avocat,

 

partie requérante,

contre 

Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles)
(OHMI), représenté par M. P. Bullock, en qualité d’agent, 

partie défenderesse,

l’autre partie à la procédure devant la chambre de recours de l’OHMI, intervenant devant le 
Tribunal, étant 

Marcorossi Srl, établie à Bodio Lommago (Italie), représentée par Mes P. Roncaglia, G. Lazzeretti, 
M. Boleto et E. Gavuzzi, avocats, 

ayant pour objet un recours formé contre la décision de la deuxième chambre de recours de l’OHMI 
du 17 décembre 2004 (affaire R 226/2003-2), relative à une procédure d’opposition entre Sergio 
Rossi SpA et Marcorossi Srl, 

LE TRIBUNAL DE PREMIÈRE INSTANCE 
DES COMMUNAUTÉS EUROPÉENNES (deuxième chambre), 

composé de MM. J. Pirrung, président, A. W. H. Meij et Mme I. Pelikánová, juges,

 

greffier : M. J. Palacio González, administrateur principal, 

vu la requête déposée au greffe du Tribunal le 22 février 2005, 

vu le mémoire en réponse de l’OHMI, déposé au greffe du Tribunal le 17 juin 2005, 

vu le mémoire en réponse de l’intervenante, déposé au greffe du Tribunal le 29 juin 2005, 

à la suite de l’audience du 15 mars 2006, 

rend le présent 

Arrêt 

 Antécédents du litige 
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1       Le 1er décembre 1999, l’intervenante a demandé à l’Office de l’harmonisation dans le marché 
intérieur (marques, dessins et modèles) (OHMI) l’enregistrement du signe verbal MARCOROSSI en 
tant que marque communautaire, en vertu du règlement (CE) n° 40/94 du Conseil, du 20 décembre 
1993, sur la marque communautaire (JO 1994, L 11, p. 1), tel que modifié. 

2       Les produits pour lesquels l’enregistrement a été demandé relèvent des classes 18 et 25 de
l’arrangement de Nice concernant la classification internationale des produits et des services aux 
fins de l’enregistrement des marques, du 15 juin 1957, tel que révisé et modifié et correspondent,
pour chacune de ces classes, à la description suivante : 

–       classe 18 : « Sacs, valises, petite maroquinerie, portefeuilles, porte-tout, parapluies » ; 

–       classe 25 : « Chaussures, ceintures, vêtements ». 

3       La demande de marque a été publiée au Bulletin des marques communautaires n° 59/2000, du 24 
juillet 2000. 

4       Le 22 septembre 2000, Calzaturificio Rossi SpA a formé une opposition à l’encontre de tous les 
produits visés par la demande de marque communautaire. L’opposition était fondée sur les marques 
antérieures suivantes : 

–       les marques verbales MISS ROSSI, désignant des « chaussures » relevant de la classe 25 de 
l’arrangement de Nice, protégées par l’enregistrement italien n° 553 016, du 11 novembre 
1991, et par l’enregistrement international n° 577 643 du même jour, ayant effet en France ; 

–       la marque figurative italienne n° 611 072, enregistrée le 9 décembre 1993 pour des 
« chaussures » relevant de la classe 25 de l’arrangement de Nice, reproduite ci-après : 

sergio rossi 

–       la marque verbale communautaire n° 391 656 SERGIO ROSSI, déposée le 18 octobre 1996 et 
enregistrée le 20 mars 2000, visant notamment les produits relevant des classes suivantes : 

–       classe 18 : « Articles en cuir ou en imitation du cuir, à savoir sacs, sacs à main, sacs à
bandoulière, valises, étuis pour porte-clés, étuis pour cosmétiques vendus vides ; 
portefeuilles, porte-monnaie, serviettes, porte-documents, pochettes à documents, sacs 
de voyage, fourre-tout, parapluies » ; 

–       classe 25 : « Vêtements, à savoir foulards, tours de cou, cravates, chemises,
chemisiers, ceintures, chapeaux, sous-vêtements, maillots, T-shirts, pull-overs, 
imperméables, jupes, vestes, pantalons, chaussettes, bas ; chaussures, bottes, 
sandales, pantoufles ». 

5       Calzaturificio Rossi a invoqué l’existence d’un risque de confusion, au sens de l’article 8, paragraphe 
1, sous b), du règlement n° 40/94, entre le signe demandé et toutes les marques antérieures
énumérées au point précédent. Elle a, en outre, fait valoir que les marques antérieures sergio rossi
et SERGIO ROSSI jouissaient d’une renommée pour les « chaussures », invoquant, d’une part, le 
caractère distinctif élevé de ces marques et, d’autre part, le motif de refus d’enregistrement visé à 
l’article 8, paragraphe 5, du règlement n° 40/94. 

6       L’intervenante a reconnu l’existence d’une renommée des marques antérieures sergio rossi et 
SERGIO ROSSI pour les « chaussures ». 

7       À la suite d’une fusion par incorporation de la société Calzaturificio Rossi, Sergio Rossi SpA est
devenue titulaire des marques antérieures. 

8       Le 21 janvier 2003, la division d’opposition a rejeté la demande de marque, au motif qu’il existait un 
risque de confusion, du moins pour les consommateurs non italiens, entre le signe demandé et les
marques antérieures MISS ROSSI et SERGIO ROSSI. Elle a considéré, en substance, que le nom de
famille « Rossi » constituait l’élément dominant de chacun des signes en cause, ces derniers étant,
dès lors, phonétiquement et conceptuellement suffisamment similaires pour induire le public en
erreur sur l’origine commerciale des produits en cause, qui étaient partiellement identiques et 
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partiellement similaires. 

9       Le 18 mars 2003, l’intervenante a formé un recours à l’encontre de la décision de la division 
d’opposition. 

10     Par décision du 17 décembre 2004 (ci-après la « décision attaquée »), la deuxième chambre de 
recours de l’OHMI a annulé la décision de la division d’opposition et rejeté l’opposition formée par la 
requérante. La chambre de recours a constaté que les territoires pertinents étaient l’Italie et la 
France en ce qui concerne les marques antérieures MISS ROSSI ainsi que l’ensemble de la 
Communauté européenne pour ce qui est de la marque antérieure SERGIO ROSSI. Elle a ajouté que
le public ciblé était constitué par tous les consommateurs et que les produits en cause étaient pour
partie identiques et pour partie similaires. 

11     Selon la chambre de recours, le nom « Rossi » n’a pas un caractère distinctif élevé et ne constitue 
pas l’élément dominant des marques en cause. Par conséquent, celles-ci seraient visuellement 
différentes et phonétiquement faiblement similaires. Sur le plan conceptuel, les marques antérieures
MISS ROSSI feraient penser à une ligne de produits destinée à un public féminin, dont le styliste
pourrait éventuellement s’appeler « Rossi », cette dernière hypothèse n’étant cependant pas 
probable. En revanche, les marques SERGIO ROSSI et MARCOROSSI seraient perçues, par le public,
comme désignant chacune le styliste ayant créé les produits en cause, ces stylistes étant néanmoins
deux personnes différentes. La chambre de recours a estimé que, dans le secteur concerné, les
consommateurs étaient habitués à des marques constituées par le prénom et le nom d’un styliste et 
ne croiraient pas à l’existence d’un lien économique entre tous les titulaires des marques
comprenant le même nom de famille. Par conséquent, la chambre de recours a exclu l’existence 
d’un risque de confusion, considérant que les éléments de différence dans les signes en cause
permettaient au public ciblé de les distinguer sans confusion possible et que, par conséquent, les
conditions d’application de l’article 8, paragraphe 5, du règlement n° 40/94 n’étaient pas remplies. 

 Conclusions des parties 

12     La requérante conclut à ce qu’il plaise au Tribunal : 

–       annuler la décision attaquée ; 

–       condamner l’OHMI aux dépens. 

13     Dans son mémoire en réponse, l’OHMI s’en remet à la sagesse du Tribunal et conclut à ce qu’il 
plaise au Tribunal : 

–       s’il devait conclure qu’il existe un risque de confusion, annuler la décision attaquée et
condamner l’intervenante aux dépens ; 

–       à titre subsidiaire, s’il devait conclure qu’il n’existe aucun risque de confusion, rejeter le 
recours et condamner la requérante aux dépens. 

14     À l’audience, l’OHMI a déclaré se désister du chef de conclusions soulevé à titre subsidiaire, ce dont
le Tribunal a pris acte. 

15     L’intervenante conclut à ce qu’il plaise au Tribunal : 

–       rejeter le recours ; 

–       condamner la requérante aux dépens exposés par l’intervenante. 

 En droit 

 Sur la recevabilité des conclusions de l’OHMI 

16     S’agissant de la position procédurale de l’OHMI, il y a lieu de rappeler que, si celui-ci ne dispose pas 
de la légitimation active requise pour introduire un recours contre une décision d’une chambre de 
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recours, en revanche, il ne saurait être tenu de défendre systématiquement toute décision attaquée d’une 
chambre de recours ou de conclure obligatoirement au rejet de tout recours dirigé à l’encontre d’une 
telle décision [arrêts du Tribunal du 30 juin 2004, GE Betz/OHMI – Atofina Chemicals (BIOMATE), 
T-107/02, Rec. p. II-1845, point 34, et du 25 octobre 2005, Peek & Cloppenburg/OHMI
(Cloppenburg), T-379/03, non encore publié au Recueil, point 22]. Il s’ensuit que rien ne s’oppose à 
ce que l’OHMI se rallie à une conclusion de la requérante, comme cela est le cas en l’espèce. En 
revanche, il ne peut pas formuler des conclusions visant à l’annulation ou à la réformation de la 
décision attaquée sur un point non soulevé dans la requête ou présenter des moyens non soulevés
dans la requête (voir, en ce sens, arrêt de la Cour du 12 octobre 2004, Vedial/OHMI, C-106/03 P, 
Rec. p. I-9573, point 34, et arrêt Cloppenburg, précité, point 22). 

17     Il s’ensuit que les conclusions et arguments de l’OHMI, par lesquels il se rallie aux conclusions en 
annulation de la requérante, doivent être déclarés recevables dans la mesure où ils ne sortent pas
du cadre des conclusions et moyens avancés par la requérante. 

 Sur le fond 

18     La requérante soulève un moyen unique, tiré d’une violation de l’article 8, paragraphe 1, sous b), du 
règlement n° 40/94. Elle a confirmé, à l’audience, qu’il suffisait d’examiner l’existence d’un risque 
de confusion entre les marques antérieures MISS ROSSI et la marque communautaire SERGIO
ROSSI, d’une part, et la marque demandée MARCOROSSI, d’autre part, sans tenir compte de la 
marque antérieure italienne sergio rossi (enregistrement italien n° 611 072, point 4 ci-dessus). 

19     La requérante ne remet pas en cause la définition du public ciblé retenue par la chambre de recours
et selon laquelle les produits en cause sont destinés à tous les consommateurs. Elle reconnaît
également que le territoire visé correspond à l’ensemble de la Communauté européenne en ce qui 
concerne la marque communautaire SERGIO ROSSI, à l’Italie s’agissant de la marque antérieure 
italienne MISS ROSSI et à la France s’agissant de la marque antérieure internationale MISS ROSSI.  

 Argumentation des parties 

20     À titre liminaire, la requérante fait grief à la chambre de recours d’avoir méconnu le caractère 
distinctif du nom patronymique « Rossi ». D’une part, à supposer même que les consommateurs
soient habitués à des marques composées du prénom et du nom d’un styliste, il n’en demeure pas 
moins qu’ils sont tout aussi habitués à des marques constituées par le seul nom patronymique d’un 
styliste, telles que Gucci, Armani, Valentino, Ferré et Zara. D’autre part, la requérante fait observer 
que la conclusion selon laquelle le nom « Rossi » n’a qu’un faible caractère distinctif n’est soutenue 
par aucune argumentation. La chambre de recours aurait, à tout le moins, dû distinguer la
perception des marques en Italie de celle qu’en a le public ciblé dans les autres États membres de la
Communauté européenne. 

21     En ce qui concerne, en premier lieu, la comparaison entre le signe demandé et la marque antérieure
SERGIO ROSSI, la requérante fait observer que chacun des signes en cause est composé d’un 
prénom et d’un nom de famille (« Sergio Rossi » et « Marco Rossi »). Elle affirme qu’il y a une 
similitude visuelle entre les signes en raison de l’identité du mot « Rossi » qui forme la seconde 
partie des signes. Le mot « Rossi » serait reconnu comme étant un nom patronymique. Dès lors, le
public lui accorderait un caractère distinctif plus élevé qu’aux prénoms « Sergio » et « Marco ». Le 
fait que le nom « Marco Rossi » soit écrit en un seul mot dans le signe demandé n’empêcherait pas 
le consommateur de percevoir les deux éléments « marco » et « rossi ». En outre, la requérante 
souligne qu’aucun des signes en cause ne présente d’éléments graphiques susceptibles de les 
différencier. 

22     S’agissant de la similitude phonétique, la requérante fait grief à la chambre de recours d’en avoir 
sous-estimé le degré. Elle souligne, en particulier, l’identité des lettres « r » et « o » qui constituent 
la terminaison respective des syllabes « ser » et « mar » ainsi que des syllabes « gio » et « co ». 

23     En ce qui concerne la similitude conceptuelle, la requérante soutient que les signes en cause seront
perçus comme la désignation d’une personne de sexe masculin dont le nom de famille est « Rossi ». 
En outre, le nom de famille constitue l’élément dominant dans la perception d’une marque 
composée du prénom et du nom patronymique d’un styliste. Partant, les signes en cause seraient 
très similaires sur le plan conceptuel. La requérante reconnaît que le caractère distinctif du nom
patronymique « Rossi » n’est pas, en général, très marqué en Italie. Elle souligne cependant qu’elle 
ignore si c’est également le cas dans le secteur dont relèvent les produits en cause. Elle ajoute que
la similitude conceptuelle des signes en cause est plus prononcée pour un public non italien. En
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effet, dans les États membres autres que l’Italie, le nom « Rossi » serait un nom patronymique rare 
auquel le public accorderait plus d’attention qu’aux prénoms « Sergio » et « Marco ». De plus, pour 
un public non italien, ces prénoms ne seraient pas si éloignés l’un de l’autre. 

24     En ce qui concerne, en deuxième lieu, la comparaison entre les signes MISS ROSSI et
MARCOROSSI, selon la requérante, les signes sont visuellement similaires en raison de l’identité du 
mot « Rossi » qui forme la seconde partie de la marque demandée ainsi que le second mot des
marques antérieures MISS ROSSI. S’agissant d’un public italien, celui-ci reconnaîtrait le mot 
« Rossi », puisqu’il s’agit d’un nom de famille très répandu en Italie. Ensuite, la requérante fait grief
à la chambre de recours d’avoir écarté l’identité de la lettre initiale des signes en cause. Enfin, elle 
souligne que le fait que la marque demandée soit écrite en un seul mot n’est pas pertinent, car le 
consommateur décèlera aisément les mots « Marco » et « Rossi ». 

25     S’agissant de la similitude phonétique des signes MARCOROSSI et MISS ROSSI, la requérante
considère qu’elle n’est pas faible, mais plutôt prononcée non seulement en raison de l’identité de 
l’élément « Rossi », mais aussi parce que les signes ont la même lettre initiale. De plus, la similitude
phonétique serait renforcée, pour le public français, par le fait que ces consommateurs prononceront
les signes en cause avec un accent sur leur dernière syllabe et donc sur leur partie finale qui est
identique. 

26     Pour ce qui est de la similitude conceptuelle, la requérante estime que la constatation de la chambre
de recours selon laquelle les consommateurs des produits en cause sont habitués à des marques
constituées par le prénom et le nom patronymique d’un styliste ne repose pas sur des faits objectifs. 
En outre, il existerait une similitude conceptuelle entre les marques en ce qu’elles évoquent une 
personne – de sexe masculin dans le cas de la marque demandée et de sexe féminin dans celui des
marques antérieures – dont le nom patronymique est « Rossi ». Le nom « Rossi » constituerait 
l’élément dominant des signes en cause, ce fait étant plus clair pour un public français qu’italien. 

27     Pour étayer la thèse selon laquelle le nom de famille constitue l’élément dominant des signes en 
cause, la requérante fait, en troisième lieu, état de plusieurs décisions d’autorités administratives et 
de tribunaux nationaux italiens, français, allemands, espagnols, belges, lituaniens, tchèques et
slovaques. Elle s’appuie également sur l’arrêt du Tribunal du 23 octobre 2002, Oberhauser/OHMI –
Petit Liberto (Fifties) (T-104/01, Rec. p. II-4359). 

28     En quatrième lieu, la requérante considère que la chambre de recours n’a pas dûment tenu compte 
de la protection plus large dont jouit une marque connue. 

29     Selon elle, il existe un risque d’association entre les signes en cause, tel que défini par la Cour dans 
l’arrêt du 11 novembre 1997, SABEL (C-251/95, Rec. p. I-6191, point 15). En effet, les 
consommateurs pourraient associer une chaussure de femme portant la marque MISS ROSSI ou
SERGIO ROSSI avec un produit similaire revêtu de la marque MARCOROSSI. En outre, la marque
MARCOROSSI utilisée pour des produits identiques à ceux déjà commercialisés par les marques
MISS ROSSI et SERGIO ROSSI pourrait être perçue comme une marque protégeant une nouvelle
ligne de produits commercialisés par la requérante. 

30     Enfin, la requérante renvoie à l’ensemble des arguments qu’elle a présentés dans les mémoires 
déposés dans le cadre de la procédure devant l’OHMI. 

31     L’OHMI adopte, en substance, l’argumentation de la requérante. Il relève que, selon l’arrêt du 
Tribunal du 1er mars 2005, Enzo Fusco/OHMI – Fusco International (ENZO FUSCO) (T-185/03, non 
encore publié au Recueil, points 55 et 67), le nom patronymique sera perçu, du moins par un grand
nombre de consommateurs dans la Communauté européenne, comme étant l’élément dominant 
d’une marque composée d’un prénom et d’un nom patronymique. Dans les pays autres que l’Italie, 
le nom « Rossi » serait un nom rare dont le caractère distinctif n’est donc pas amoindri. 

32     L’intervenante s’oppose aux arguments de la requérante et de l’OHMI. Elle souligne, notamment, 
que la marque demandée est constituée d’un seul mot, alors que les marques antérieures 
opposantes sont formées de deux mots. Il en découlerait une différence non négligeable notamment
sur le plan visuel. 

 Appréciation du Tribunal 

33     Aux termes de l’article 8, paragraphe 1, sous b), du règlement nº 40/94, sur opposition du titulaire 
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d’une marque antérieure, la marque demandée est refusée à l’enregistrement lorsque, en raison de son 
identité ou de sa similitude avec la marque antérieure et en raison de l’identité ou de la similitude 
des produits ou des services que les deux marques désignent, il existe un risque de confusion dans
l’esprit du public du territoire sur lequel la marque antérieure est protégée. 

34     En vertu de l’article 8, paragraphe 2, sous a), i) à iii), du règlement n° 40/94, il convient d’entendre 
par marques antérieures les marques communautaires et les marques enregistrées dans un État
membre ou ayant fait l’objet d’un enregistrement international, dont la date de dépôt est antérieure
à celle de la demande de marque communautaire. 

35     Selon une jurisprudence constante, constitue un risque de confusion le risque que le public puisse
croire que les produits ou les services en cause proviennent de la même entreprise ou, le cas
échéant, d’entreprises liées économiquement. Selon cette même jurisprudence, le risque de
confusion doit être apprécié globalement, selon la perception que le public pertinent a des signes et
des produits ou services en cause, et en tenant compte de tous les facteurs pertinents en l’espèce, 
notamment de l’interdépendance entre la similitude des signes et celle des produits ou services
désignés [voir arrêts du Tribunal du 9 juillet 2003, Laboratorios RTB/OHMI – Giorgio Beverly Hills 
(GIORGIO BEVERLY HILLS), T-162/01, Rec. p. II-2821, points 31 à 33 ; du 22 juin 2004, Ruiz-
Picasso e.a./OHMI – DaimlerChrysler (PICARO), T-185/02, Rec. p. II-1739, points 49 et 50, et du 22 
juin 2004 « Drie Mollen sinds 1818 »/OHMI – Nabeiro Silveria (Galáxia), T-66/03, Rec. p. II-1765, 
points 20 et 21, et la jurisprudence citée]. 

36     En l’espèce, il convient de rappeler, tout d’abord, que, en vertu de l’article 21 du statut de la Cour 
de justice et de l’article 44, paragraphe 1, sous c), du règlement de procédure du Tribunal, la
requête doit contenir un exposé sommaire des moyens invoqués. Selon la jurisprudence, cette
indication doit être suffisamment claire et précise pour permettre à la partie défenderesse de
préparer sa défense et au Tribunal de statuer sur le recours, le cas échéant, sans autre information
à l’appui. Si le texte de la requête peut être étayé par des renvois à des passages déterminés de
pièces qui y sont annexées, un renvoi global à d’autres écrits, même annexés à la requête, ne 
saurait pallier l’absence des éléments essentiels dans la requête et il n’incombe pas au Tribunal de 
se substituer aux parties en essayant de rechercher les éléments pertinents dans les annexes
[ordonnance du Tribunal du 29 novembre 1993, Koelman/Commission, T-56/92, Rec. p. II-1267, 
points 21 et 23, et arrêt du Tribunal du 21 mars 2002, Joynson/Commission, T-231/99, Rec. 
p. II-2085, point 154]. 

37     Il s’ensuit que la requête, pour autant qu’elle renvoie aux écrits déposés devant l’OHMI, est 
irrecevable dans la mesure où le renvoi global qu’elle contient n’est pas rattachable aux moyens et 
aux arguments développés dans la requête. 

38     De plus, il y a lieu de relever que le moyen unique ne vise que la similitude des signes et l’existence 
éventuelle d’un risque de confusion. Ainsi qu’il ressort d’une jurisprudence constante, l’appréciation 
globale du risque de confusion doit, en ce qui concerne la similitude visuelle, phonétique ou
conceptuelle des signes en conflit, être fondée sur l’impression d’ensemble produite par ceux-ci, en 
tenant compte, notamment, de leurs éléments distinctifs et dominants [voir arrêt du Tribunal du 14
octobre 2003, Phillips-Van Heusen/OHMI – Pash Textilvertrieb und Einzelhandel (BASS), T-292/01, 
Rec. p. II-4335, point 47, et la jurisprudence citée]. 

39     D’une façon générale, deux marques sont similaires lorsque, du point de vue du public pertinent, il
existe entre elles une égalité au moins partielle en ce qui concerne un ou plusieurs aspects
pertinents [voir arrêt du Tribunal du 23 octobre 2002, Matratzen Concord/OHMI – Hukla Germany 
(MATRATZEN), T-6/01, Rec. p. II-4335, point 30, et la jurisprudence citée].  

40     L’analyse de la similitude des signes en cause constitue un élément essentiel de l’appréciation 
globale du risque de confusion. Elle doit donc être opérée par rapport à la perception du public
pertinent [arrêt PICARO, point 35 supra, point 53]. 

41     S’agissant, en premier lieu, des signes MARCOROSSI et SERGIO ROSSI, ceux-ci se ressemblent, sur 
le plan visuel, en raison de l’identité de l’élément « rossi » constituant la seconde partie du mot 
« marcorossi » et le second mot dans la suite verbale « sergio rossi ». De plus, la première partie 
respective des signes en cause se termine par la voyelle « o » et leur première syllabe finit par la 
consonne « r ». En revanche, la marque demandée est constituée d’un seul mot, alors que la 
marque antérieure communautaire en comporte deux. En outre, les premières parties des signes en
cause, à savoir « marco » et « sergio », sont différentes, à l’exception des lettres « r » et « o » qui 
n’ont, cependant, pas beaucoup d’importance dans l’impression visuelle d’ensemble.  
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42     Sur le plan phonétique, tout comme sur le plan visuel, la seconde partie de chaque signe, à savoir le
mot « rossi », est identique, alors que la première est différente, à l’exception de la consonne « r » 
à la fin de la première syllabe et de la voyelle « o » terminant la deuxième. En outre, le nombre de 
syllabes est identique, chaque signe en cause en comprenant quatre. Ces éléments de similitude et
de différences sont, à des degrés divers, perceptibles dans les différentes langues parlées dans la
Communauté européenne. 

43     Sur le plan conceptuel, il y a lieu de relever que la marque antérieure SERGIO ROSSI est composée
du prénom italien « Sergio » et du nom de famille « Rossi », alors que la marque demandée est 
constituée par la fusion, en un seul mot, du prénom italien « Marco » et du nom de famille 
« Rossi ». 

44     S’agissant de signes composés du prénom et du nom d’une personne (réelle ou fictive), le Tribunal a 
relevé que la perception de tels signes peut varier dans les différents pays de la Communauté. Il ne
saurait être exclu que, dans certains États membres, les consommateurs gardent à l’esprit le nom 
de famille plutôt que le prénom quand ils perçoivent des marques constituées par la combinaison
d’un prénom et d’un nom, la perception de tels signes pouvant varier dans les différents pays [voir, 
en ce sens, arrêt ENZO FUSCO, point 31 supra, point 52, et arrêt du Tribunal du 13 juillet 2005,
Murúa Entrena/OHMI – Bodegas Murúa (Julián Murúa Entrena), T-40/03, non encore publié au 
Recueil, points 67 et 69]. 

45     Toutefois, cette règle générale, qui est tirée de l’expérience, ne saurait être appliquée de façon 
automatique sans tenir compte des particularités caractérisant le cas d’espèce. Il y a toujours lieu 
d’opérer la comparaison des marques en cause, considérées chacune dans leur ensemble (arrêt
MATRATZEN, point 39 supra, point 34). En l’espèce, force est de constater que la marque demandée
est constituée d’un seul mot. La fusion inhabituelle du prénom « Marco » et du nom de famille 
« Rossi » en un seul mot donne lieu à un tout indissociable qui sera mémorisé comme tel par les
consommateurs. Il convient de rappeler à cet égard que le consommateur moyen perçoit la marque
comme un tout et ne se livre pas à un examen de ses différents détails (arrêt SABEL, point 29
supra, point 23). Or, sur le plan visuel, la distinction entre les éléments « marco » et « rossi » ne 
peut être effectuée par les consommateurs qu’après un effort d’analyse. En outre, il est reconnu 
que, en général, l’achat de vêtements implique l’examen visuel des marques, l’aspect visuel 
revêtant, dès lors, une importance particulière [arrêts du Tribunal du 6 octobre 2004, New
Look/OHMI – Naulover (NLSPORT, NLJEANS, NLACTIVE et NLCollection), T-117/03 à T-119/03 et T-
171/03, Rec. p. II-3471, point 50, et du 1er février 2005, SPAG/OHMI – Dann et Backer 
(HOOLIGAN), T-57/03, Rec. p. II-287, point 66]. Cette règle est transposable aux autres produits
en cause, à savoir les chaussures et les produits relevant de la classe 18 de l’arrangement de Nice, 
étant donné qu’il s’agit d’articles d’habillement et d’accessoires dont le choix, par le consommateur, 
est normalement déterminé dans une large mesure par leur aspect visuel. Dans de telles
circonstances, il ne saurait être supposé que le consommateur focalisera son attention sur le seul
mot « rossi » et ne retiendra que celui-ci au détriment de la première partie du signe MARCOROSSI,
de sorte que, par hypothèse, la capacité à distinguer les produits visés de ceux provenant d’autres 
entreprises reposerait principalement sur la seconde partie de ce signe. 

46     Il s’ensuit que le mot « rossi » n’est pas l’élément dominant du signe MARCOROSSI, étant donné
que chacune des deux parties constituant le signe contribue d’égale façon à l’impression d’ensemble 
produite par celui-ci. 

47     Dans ces circonstances, l’identité de l’élément verbal « rossi » dans les deux signes ne conduit pas à 
une impression d’ensemble suffisamment similaire pour pouvoir entraîner un risque de confusion 
dans l’esprit du public communautaire, et ce même si la marque antérieure SERGIO ROSSI jouit
d’une renommée dans la Communauté. 

48     Par conséquent, la conclusion de la chambre de recours selon laquelle il n’y a pas de risque de 
confusion entre les marques MARCOROSSI et SERGIO ROSSI est correcte. 

49     S’agissant du signe MISS ROSSI, force est de constater qu’il présente quelques éléments de 
similitude visuelle et phonétique avec la marque demandée en ce que le mot « rossi » est identique 
dans les deux signes. En revanche, abstraction faite de la lettre initiale, les mots « miss » et 
« marco » sont visuellement et phonétiquement différents, de sorte que les différences l’emportent 
dans l’impression d’ensemble que produisent ces deux mots. 

50     Sur le plan conceptuel, les publics italien et français comprendront le mot « miss », signifiant 
« demoiselle » en anglais. Dès lors, ces consommateurs comprendront le signe antérieur comme
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désignant une demoiselle dont le nom de famille est « Rossi ». Comme le mot « miss » peut être compris, 
dans le secteur concerné, comme désignant une ligne de produits destinée à un public féminin, les
consommateurs accorderont, dans l’impression d’ensemble, plus d’importance au mot « rossi ». 

51     En revanche, pour les mêmes motifs que ceux exposés au point 45 ci-dessus, le signe demandé 
sera perçu comme un tout indissociable, dont chaque partie, à savoir les mots « marco » et 
« rossi », contribue de manière égale au caractère distinctif et à l’impression d’ensemble du signe. 
Le mot « rossi » ne constitue pas, par conséquent, l’élément dominant du signe demandé. Dès lors 
que le conflit entre ces deux signes n’implique pas d’identité entre les éléments dominants de 
ceux-ci, la similitude des signes en cause est, en l’espèce, trop faible pour conduire à un risque de 
confusion aux yeux du public français ou italien. Il s’ensuit que la chambre de recours a considéré, à 
bon droit, qu’il n’existait pas de risque de confusion entre le signe demandé et la marque antérieure
italienne MISS ROSSI. 

52     Cette appréciation n’est pas remise en cause par les autres arguments avancés par la requérante. 

53     S’agissant, premièrement, de la jurisprudence nationale, il est de jurisprudence établie qu’elle ne lie 
pas le juge communautaire, le système de la marque communautaire étant un système autonome
dont l’application est indépendante de tout système national [arrêt du Tribunal du 5 décembre
2000, Messe München/OHMI (electronica), T-32/00, Rec. p. II-3829, point 47]. Il y a lieu d’ajouter 
que, en tout état de cause, les informations avancées par la requérante au sujet de la jurisprudence
dans les États membres ne permettent pas au Tribunal d’évaluer à suffisance de droit si les cas 
invoqués par la requérante sont comparables au cas d’espèce ni si ces décisions sont issues d’une 
jurisprudence constante et uniforme. 

54     En ce qui concerne, deuxièmement, l’arrêt Fifties, point 27 supra, l’intervenante a relevé à juste 
titre les différences qui existent entre les signes en cause et ceux dont traite cet arrêt, en particulier
la présence en l’espèce, outre de l’élément identique « rossi », d’un deuxième élément (à savoir 
« marco » et, respectivement, « miss » et « sergio »), alors que le signe Fifties n’en contenait qu’un 
seul qui était, par ailleurs, identique à l’élément dominant de la marque antérieure en cause dans 
cette affaire. 

55     S’agissant, troisièmement, de la prétendue existence d’un risque d’association au sens de l’arrêt 
SABEL (point 29 supra, point 15), l’intervenante a fait observer à bon droit que la Cour n’avait pas 
adopté l’interprétation large de la notion de « risque d’association » figurant au point cité de cet 
arrêt, mais qu’elle y avait seulement reproduit les observations présentées par le gouvernement
néerlandais. En outre, s’il est effectivement reconnu que, dans le secteur de l’habillement, le 
consommateur est habitué à l’utilisation de sous-marques (arrêts Fifties, point 27 supra, point 49, et 
NLSPORT, NLJEANS, NLACTIVE et NLCollection, point 45 supra, point 51), il convient de relever, en
l’espèce, que, s’agissant des marques MARCOROSSI et SERGIO ROSSI, le fait que « marcorossi » 
soit un seul mot exclut un tel risque d’association pour les consommateurs communautaires. Des
considérations analogues sont applicables aux marques antérieures MISS ROSSI. 

56     Enfin, pour ce qui est, quatrièmement, de la renommée éventuelle de la marque antérieure SERGIO
ROSSI pour les produits « chaussures », celle-ci ne saurait conduire les consommateurs à confondre
l’origine commerciale des produits portant les marques en cause, pour les motifs exposés aux points 
45 et 47 ci-dessus. 

57     Il découle de ce qui précède que la chambre de recours n’a pas commis d’erreur en considérant qu’il 
n’existait pas de risque de confusion entre les marques en cause et que le moyen de la requérante
tiré d’une violation de l’article 8, paragraphe 1, sous b), du règlement n° 40/94 n’était, dès lors, pas 
fondé. Par conséquent, il y a lieu de rejeter le recours, sans qu’il soit nécessaire d’examiner 
l’influence éventuelle de la fréquence du nom « Rossi » en Italie sur l’appréciation du risque de 
confusion. 

 Sur les dépens 

58     Aux termes de l’article 87, paragraphe 2, du règlement de procédure, toute partie qui succombe est
condamnée aux dépens, s’il est conclu en ce sens. La requérante ayant succombé, il y a lieu de la
condamner aux dépens, conformément aux conclusions de la partie intervenante. L’OHMI n’ayant 
pas conclu à ce que la requérante supporte les dépens exposés par lui, il supportera ses propres
dépens. 
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Par ces motifs, 

LE TRIBUNAL (deuxième chambre) 

déclare et arrête : 

1)      Le recours est rejeté. 

2)      La requérante supportera, outre ses propres dépens, les dépens exposés par 
l’intervenante. 

3)      L’Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles) 
(OHMI) supportera ses propres dépens. 

Ainsi prononcé en audience publique à Luxembourg, le 12 juillet 2006. 

* Langue de procédure : l’italien. 

Pirrung  Meij  Pelikánová 

Le greffier          Le président 

E. Coulon          J. Pirrung 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT OF FIRST INSTANCE (Third Chamber) 

31 May 2006 (*) 

(Community trade mark – Three-dimensional mark – Shape of a sausage – Absolute grounds for 
refusal – Distinctive character – Article 7(1)(b) of Regulation (EC) No 40/94) 

In Case T-15/05, 

Wim De Waele, residing in Bruges (Belgium), represented by P. Maeyaert, S. Granata and R.
Vermeire, lawyers, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by W.Verburg, acting as Agent, 

defendant,

ACTION against the decision of the First Board of Appeal of OHIM of 16 November 2004 (Case
R 820/2004-1), concerning registration of a three-dimensional mark in the shape of a sausage as a 
Community trade mark, 

THE COURT OF FIRST INSTANCE 
OF THE EUROPEAN COMMUNITIES (Third Chamber), 

composed of M. Jaeger, President, V. Tiili and O. Czúcz, Judges, 

Registrar: J. Plingers, Administrator, 

having regard to the application lodged at the Registry of the Court of First Instance on 18 January
2005, 

having regard to the response lodged at the Registry of the Court of First Instance on 29 April 2005, 

further to the hearing on 30 November 2005,  

gives the following 

Judgment 

 Background to the dispute 

1       On 13 February 2003, the applicant filed an application for a Community trade mark at the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended. 

2       The trade mark in respect of which registration was sought is the three-dimensional shape 
reproduced below: 
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3       The goods in respect of which registration of the trade mark was sought fall within Classes 18, 29
and 30 of the Nice Agreement concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond
to the following description: 

–       Class 18: ‘Gut for making sausages’;  

–       Class 29: ‘Meat, fish, poultry and game; charcuterie; preserved, dried and cooked fruits and 
vegetables; tinned meat, fish, poultry and game; milk products including cheese, mousse and 
cream jellies’;  

–       Class 30: ‘Confectionery, chocolate; sauces (condiments); mustard; mayonnaise’. 

4       By decision of 15 July 2004, the examiner dismissed the application in part, on the ground that the
mark applied for was devoid of any distinctive character within the meaning of Article 7(1)(b) of
Regulation No 40/94 as regards gut for making sausages, meat, poultry and game, charcuterie, milk
products including cheese, confectionery and chocolate. 

5       On 14 September 2004, the applicant filed a notice of appeal against the decision of the examiner
at OHIM under Articles 57 to 62 of Regulation No 40/94. 

6       By decision of 16 November 2004 (‘the contested decision’), the First Board of Appeal of OHIM 
varied in part the decision of the examiner, taking the view that the mark applied for had distinctive
character for milk products, including cheese. For the other goods claimed, the Board of Appeal
considered that the fact that the twisted appearance of the shape applied for was slightly more
pronounced than that of the shapes usual in the trade did not suffice to give it an appearance
sufficiently specific to enable consumers to perceive it unambiguously as an indication of origin of
the goods in question. 

 Proceedings and forms of order sought 

7       The applicant claims that the Court of First Instance should: 
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–       vary and annul in part the contested decision in so far as it concerns ‘gut for making 
sausages’ in Class 18 or, at least, in so far as it concerns ‘gut for making sausages intended 
for professional buyers’; 

–       order OHIM to pay the costs. 

8       OHIM contends that the Court of First Instance should: 

–       dismiss the application; 

–       order the applicant to pay the costs. 

 Law 

Arguments of the parties 

9       The applicant relies on a single plea alleging infringement of Article 7(1)(b) of Regulation No 40/94. 

10     As regards the relevant public, the applicant claims that it is made up of those in the business and
criticises the fact that the Board of Appeal considered that, although the relevant public does consist
of those in the business, that factor was irrelevant in assessing the distinctive character of the mark
applied for. He notes in that respect that, in accordance with the case-law of the Court of First 
Instance, those in the business are deemed to be more knowledgeable and attentive than the
general public (Case T-173/00 KWS Saat v OHIM (Shade of orange) [2002] ECR II-3843 and Case 
T-222/02 HERON Robotunits v OHIM (ROBOTUNITS) [2003] ECR II-4995. 

11     In respect of the distinctive character of the mark applied for, the applicant considers that the shape
of the gut for making sausages used by him is unique and that, accordingly, it enables his goods to
be distinguished from all other goods on the market and to be identified. That shape is thus suitable
for performing the essential function of a trade mark, namely that of identifying the origin of the
goods or services in order to enable consumers who acquired them to repeat the experience if it
proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent
acquisition. 

12     He maintains, moreover, that the relevant public in this case, made up of manufacturers of
sausages, is faced with the technical necessity of packaging and consequently pays a lot of attention
to and takes much interest in packaging of goods displaying originality. 

13     In the alternative, the applicant submits that the shape claimed has distinctive character even if it
must be considered that the target public is made up also of average consumers. He maintains that
it is clear from the case-law that the average consumer is manifestly capable of perceiving the 
shape of the packaging of certain goods as an indication of their commercial origin, when that shape
presents characteristics which are sufficient to attract his attention (Case T-305/02 Nestlé Waters 
France v OHIM (Shape of a bottle) [2003] ECR II-5207, paragraph 34, and Case T-393/02 Henkel v 
OHIM (Shape of a white and transparent bottle) [2004] ECR II-0000, paragraph 34). He refers in 
that regard to an opinion of a major author that the labelling does not play a conclusive or decisive
role for consumers, since they are more aware of the shape of the goods. 

14     He takes the view, in this case, that the shape claimed has sufficient character since it does not
currently exist on the world market and 99% of existing sausages are sold in cylindrical form or in
coils. Accordingly, since the shape departs significantly from the customs of the charcuterie
packaging sector, the average customer who is reasonably well informed and reasonably observant
and circumspect should distinguish the shape claimed from those currently in existence without
conducting an examination and without paying particular attention (Case C-136/02 P Mag 
Instrument v OHIM [2004] ECR I-9165, paragraphs 31 and 32). 

15     The applicant further submits that it has already been held that the assessment of distinctive
character of three-dimensional trade marks comprising the shape of the goods themselves is no
different from that in respect of other categories of marks and that a Community trade mark is not
necessarily a work of invention and is founded not on any element of originality or imagination, but
on its ability to distinguish goods or services on the market from goods or services of the same type
offered by competitors (Case T-135/99 Taurus-Film v OHIM (Cine Action) [2001] ECR II-379, 
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paragraph 31; Case T-79/00 Rewe-Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 30; and Shape of 
a bottle, paragraph 40). 

16     Finally, he claims that OHIM and the Benelux Trademarks Office have allowed the registration of
three-dimensional marks in the food sector. 

17     OHIM contends that the fact that the relevant public is made up of manufacturers of charcuterie
does not, in this case, affect in any way the assessment of the distinctive character of the shape in
question as a trade mark for gut for making sausages, since those manufacturers always purchase
the gut required for the packaging of their goods taking the end consumer into account. It considers
that, accordingly, account must also be taken of the end consumers of charcuterie (Joined Cases T-
324/01 and T-110/02 Axionsand Belce v OHIM (Brown cigar shape and gold ingot shape) [2003] 
ECR II-1897, paragraph 31). 

18     As regards the distinctive character of the mark applied for, OHIM takes the view that the shape
claimed is only a variant of the customary shapes of the goods in question, which is close to their
most likely shape and does not, therefore, enable a reasonably well informed average consumer of
charcuterie to distinguish charcuterie packaged in the shape claimed by the applicant from that of
other undertakings without conducting a close examination and without paying particular attention
(Mag Instrument v OHIM, paragraph 32). 

19     Finally, as regards earlier decisions and those of the Benelux Office, it points out that, in accordance
with the case-law, the registrability of a sign as a Community trade mark must be assessed solely
on the basis of Regulation No 40/94, as interpreted by the Community Courts, and not on the basis
of a previous practice of the Boards of Appeal or the national authorities. 

 Findings of the Court 

20     Under Article 7(1)(b) of Regulation No 40/94 ‘trade marks which are devoid of any distinctive 
character’ are not to be registered. According to the case-law of the Court of First Instance, a trade 
mark’s distinctiveness must be assessed by reference to, first, the goods or services in respect of
which registration is sought and, secondly, the perception which the relevant public has of it (Shape 
of a bottle, paragraph 29, and Case T-399/02 Eurocermex v OHIM (Shape of a beer bottle) [2004] 
ECR II-1391, paragraph 19). 

21     As regards, first, the goods for which registration was sought, it should be pointed out that,
although the Board of Appeal refused registration of the mark applied for in respect of some of the
goods cited, the applicant seeks annulment of the contested decision only in so far as it refuses
registration of the mark in respect of gut for making sausages falling within Class 18 or, at least, in
respect of gut for making sausages intended for professional buyers. 

22     In that regard, it must be noted that an application for annulment referring only to certain goods for
which registration was refused by the Board of Appeal is an application only for partial annulment of
the contested decision and is therefore not, as such, contrary to the prohibition in Article 135(4) of
the Rules of Procedure of the Court of First Instance on changing, before the Court, the subject-
matter of the proceedings before the Board of Appeal. By that application, the applicant is not
asking the Court to adjudicate on claims distinct from those heard by the Board of Appeal (see, to
that effect, Case T-194/01 Unilever v OHIM (Ovoid tablet) [2003] ECR II-383, paragraphs 14 to 16, 
and Case T-135/04 GfK v OHIM (Online Bus) [2005] ECR II-0000, paragraphs 12 and 13). 

23     Concerning the application made in the alternative for annulment of the contested decision in so far
as it refuses registration of the mark for gut for making sausages intended for professional buyers,
the Court takes the view that there is no need to distinguish between gut without any further details
and ‘gut for making sausages intended for professional buyers’ since, given that empty gut for 
making sausages, as such, is not in everyday use, any person purchasing it, whether a
manufacturer of charcuterie or an individual, will, by definition, have some knowledge of the sector. 

24     As regards, secondly, the relevant public, the Board of Appeal took the view that, having regard to
the nature of the goods, the relevant public was made up of both end consumers in general and
those in the charcuterie business in so far as, although gut for making sausages is used by the
latter, whether artisans or in industry, to make charcuterie products such as sausages for cooking or
cold sausage, the other goods referred to in the application for registration are staple goods, bought
in everyday life throughout the Community. The examiner, whose reasoning was expressly
approved by the Board of Appeal, justified taking into account the perception of end consumers in
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assessing the distinctive character of the mark in respect of gut for making sausages by stating that even
if, in principle, it is well-informed persons and not end consumers in general who acquire those
goods, they none the less acquire them with a view to their subsequent sales, after modification, to
end consumers. 

25     The applicant complains that the Board of Appeal assessed the distinctiveness of the mark applied
for in relation to the perception on the part of end consumers, even though it accepted that gut for
making sausages is bought by those in the business. 

26     In that respect, it should be noted that, in respect of goods which serve as packaging for other
goods, it has been held that, even if, in principle, it is those in the business and not end consumers
in general who acquire such goods, they none the less acquire them with a view to subsequent sales
of the packaged goods to end consumers and that, accordingly, account must also be taken of the
latter’s perception (see, to that effect, Brown cigar shape and gold ingot shape, paragraph 31). 

27     The applicant’s argument that he would sell gut only to manufacturers of charcuterie cannot
invalidate that analysis. It should be noted that end products which must be packaged adopt the
shape of the packaging, so that a three-dimensional mark protecting the shape of the packaging
may be used without distinction both as the mark of the packaging and the mark of the end
products. Accordingly, if the packaging manufacturer owning the mark sells its goods to several
manufacturers of the end product, as the applicant claims to do, that mark can be an indication of
origin only in respect of the packaging, and only vis-à-vis manufacturers of the end product. In that 
case, consumers of the end products, faced with goods of the same shape but not of the same
commercial origin, will not be able to establish a link between the shape of the goods and their
commercial origin. On the other hand, where, as in the cases resulting in the judgments in Brown 
cigar shape and gold ingot shape and Shape of a white and transparent bottle, there is only one 
manufacturer of the end products using the shape in question, that shape will be capable of being
used, provided that it is sufficiently distinctive, as a mark of the end product. 

28     The use of a mark as a mark in respect of packaging or as a mark in respect of the end products is a
marketing choice made by the proprietor of the mark which is liable to be altered after its
registration and cannot therefore have any bearing on the assessment of its registrability (see, to
that effect, Case T-323/00 SAT.1 v OHIM (SAT.2) [2002] ECR II-2839, paragraph 45, and Brown 
cigar shape and gold ingot shape, paragraphs 36 and 40). 

29     Accordingly, even though the applicant states that he sells gut for making sausages to several
manufacturers of charcuterie, it is perfectly possible for him to alter that choice once registration
has been obtained by selling his product to only one manufacturer of charcuterie or by
manufacturing his own. That would result in the shape registered for gut being used as a mark for
charcuterie products packaged by him, without its distinctiveness vis-à-vis consumers of those 
goods having been examined. 

30     Consequently, the Board of Appeal did not err in law by taking the view that the relevant public for
the assessment of the distinctiveness of the mark applied for in respect of gut for making sausages
was made up of both those in the charcuterie business and end consumers in general. 

31     It must therefore be examined whether the Board of Appeal could legitimately conclude that the
mark applied for was devoid of any distinctive character with regard to, first, gut for making
sausages and, as follows from paragraphs 27 to 29 above, charcuterie as well and, secondly, the
perception on the part of the relevant public as it has just been defined.  

32     In that respect, it must, first, be noted that, although the criteria for assessing the distinctive
character of three-dimensional shape-of-product marks are no different from those applicable to
other categories of trade mark, the relevant public’s perception is not necessarily the same in 
relation to a three-dimensional mark consisting of the appearance of the product itself, as it is in
relation to a word or figurative mark consisting of a sign which is independent of the appearance of
the products it denotes. Average consumers are not in the habit of making assumptions about the
origin of products on the basis of their shape or the shape of their packaging in the absence of any
graphic or word element, and it could therefore prove more difficult to establish distinctiveness in
relation to such a three-dimensional mark than in relation to a word or figurative mark (Joined
Cases C-456/01 P and C-457/01 P Henkel v OHIM [2004] ECR I-5089, paragraph 38, and Mag 
Instrument v OHIM, paragraph 30). 

33     As regards, in particular, three-dimensional trade marks consisting of the packaging of goods which
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are packaged in trade for reasons linked to the very nature of the product, the Court of Justice has held
that they must enable the average consumer of such goods, who is reasonably well informed and
reasonably observant and circumspect, to distinguish the product concerned from those of other
undertakings without conducting an analytical or comparative examination and without paying
particular attention (see, by analogy, Case C-218/01 Henkel [2004] ECR I-1725, paragraph 53). 
Accordingly, the shape of the packaging of such goods can be considered to have distinctive
character only if it may be perceived right away as an indication of origin of the goods concerned.
However, for that to be the case, the mark in question must depart significantly from the norm or
customs of the sector (Joined Cases C-456/01 P and C-457/01 P Henkel v OHIM , paragraph 39, and 
Mag Instrument v OHIM, paragraph 31). 

34     In the contested decision, the Board of Appeal, first, described the mark applied for as an oblong
shape calling to mind that of a skein or simple twist showing four sections of decreasing length from
top to bottom. It then concluded, in respect of that mark, that there was no distinctive character
considering that, although it was true that the examples of charcuterie cited by the examiner did not
relate to shapes strictly identical to the shape in question, they were not significantly different.
Further, it considered that it was indisputable that, for an end consumer who was not paying
particular attention, an oblong-shaped sausage tied as ‘farm’ sausages often are could look like a 
skein and that it was common to find roast beef stuffed or otherwise and turkey or chicken
escalopes rolled or tied more or less in a spiral shape (boeuf à la ficelle). Accordingly, the Board of 
Appeal took the view that the mere fact that in this case the twisted appearance was slightly more
marked did not suffice to give the shape in question an appearance sufficiently specific to enable
consumers to perceive it unambiguously as an indication of origin of the goods in question. 

35     The applicant challenges, first, the description of the mark applied for given by the Board of Appeal
on the ground that, in his opinion, the shape in question can in no way be compared to a skein or
cord simply twisted. 

36     The Court notes, however, that that description is very similar to that provided by the applicant
himself in his application for registration, in which he stated that the mark ‘[was] a shape-of-
product mark’ and that ‘it [was] characterised by its skein-shaped raised and twisted design’. In any 
event, as OHIM notes, that description has no relevance for the examination of the distinctive
character of the shape at issue, since only the shape as reproduced in paragraph 2 above must be
the subject-matter of the examination. 

37     The applicant disputes, secondly, that the mark applied for is devoid of any distinctive character and
claims that the shape for which he seeks registration, consisting, according to him, in a diamond-
shaped geometric pattern, is unique and that, since there is no comparable shape on the world
market, it does depart significantly from all existing shapes of gut for making sausages and
charcuterie customary in the sector. 

38     In that respect, it should be pointed out that, in order to ascertain whether the shape of the gut in
question may be perceived by the public as an indication of origin of the goods, the overall
impression produced by the appearance of that gut must be analysed (see, to that effect, Shape of 
a white and transparent bottle, paragraph 37). Moreover, as the Board of Appeal noted, novelty or
originality are not relevant criteria in the assessment of the distinctive character of a mark so that,
for a three-dimensional mark to be registered, it does not suffice that it is original, but it must differ
substantially from the basic shapes of the goods in question, commonly used in the trade, and not
look like a mere variant of those shapes (Brown cigar shape and gold ingot shape, paragraph 44). 

39     As regards the shape referred to in this case, it must be stated that the overall impression of the
mark is dominated by its oblong character and that its twisted appearance is less obvious at first
sight. The oblong shape is the most usual shape for gut and sausages, as the examples provided by
OHIM show. As for its surface, that is also not substantially different from the basic shapes used in
the charcuterie sector. Accordingly, as the Board of Appeal stated, there are oblong-shaped tied 
sausages which look like a skein, such as ‘farm’ sausages and other products sold rolled or tied 
more or less in a spiral shape with a surface similar to that of the mark applied for. Those products
thus have, like the shape claimed by the applicant, a surface characterised by grooves in a variable
recurring geometric pattern. 

40     The shape in respect of which the applicant seeks registration departs, therefore, from the shapes
commonly used in the sector in question only by way of the fact that its geometric patterns are
more prominent. As the Board of Appeal rightly stated, the twisted appearance of the mark applied
for is only slightly more marked than that of other charcuterie and it does not suffice, given that the
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other characteristics are certainly not unusual, to give the shape of the container in question an overall
appearance specific enough to enable consumers to perceive it unambiguously as an indication of
origin of the goods in question (see, to that effect, Joined Cases C-456/01 P and C-457/01 P Henkel 
v OHIM, paragraph 10). The shape applied for thus looks like a variant of the basic shapes for
charcuterie, so that, even if there are no identical shapes, it does not enable the relevant public to
distinguish the gut marketed by the applicant or charcuterie packed by him from those of other
undertakings without conducting an analytical or comparative examination and without paying
particular attention. 

41     As to the applicant’s argument that it is apparent from the case-law that the average consumer is 
aware of the use of the shape of the packaging of the goods concerned as an indication of
commercial origin, it need merely be pointed out that, in the case-law cited by the applicant, the 
Court certainly did not take the view that end consumers are aware of the shape of the packaging of
all goods in everyday use, but restricted its assessment to the goods at issue. In this case, there are
no grounds for believing that manufacturers of gut or charcuterie seek to differentiate their goods
by way of the shape of the gut and that, accordingly, manufacturers of charcuterie and consumers
are capable of identifying the shape of gut and charcuterie as an indication of origin. Accordingly,
that argument must be rejected. 

42     Concerning the argument relating to the fact that OHIM has registered three-dimensional marks in 
the food sector, it must be reiterated that the decisions which the Boards of Appeal are called upon
to take concerning registration of a sign as a Community trade mark are adopted in the exercise of
circumscribed powers, under Regulation No 40/94, and are not a matter of discretion. Accordingly,
the registrability of a sign as a Community trade mark must be assessed solely on the basis of that
regulation, as interpreted by the Community Courts, and not on the basis of a previous practice of
the Boards of Appeal (Case T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, 
paragraph 66, and Brown cigar shape and gold ingot shape, paragraph 51). 

43     Whilst it is accepted that factual or legal grounds contained in an earlier decision might constitute
arguments to support a plea alleging infringement of a provision of Regulation No 40/94, the
applicant has not claimed that the decisions he refers to contain grounds such as to call into
question the findings made by the Board of Appeal and merely states that those marks relate to
goods in the food sector (see, to that effect, Brown cigar shape and gold ingot shape, paragraph 
52). 

44     As regards, finally, the argument that certain national authorities have granted registration of three-
dimensional marks in the food sector, it should be pointed out that the Community trade mark
regime is an autonomous system with its own set of objectives and rules peculiar to it; it applies
independently of any national system (Case T-32/00 Messe München v OHIM(electronica) [2000] 
ECR II-3829, paragraph 47, and Case T-346/04 Sadas v OHIM – LTJ Diffusion (ARTHUR ET FELICIE) 
[2005] ECR II-0000, paragraph 70). Accordingly, the registrability of a sign as a Community trade
mark is to be assessed on the basis of the relevant Community legislation alone. In any event, it
must be noted that, first, the national registrations pleaded by the applicant do not relate to the
three-dimensional mark in question and, secondly, as has been stated with regard to the decisions
of OHIM, the applicant has not put forward any argument which could be drawn from those
decisions to show that his action is well founded. 

45     It follows from all of the foregoing that the Board of Appeal did not infringe Article 7(1)(b) of
Regulation No 40/94. The action must therefore be dismissed. 

 Costs 

46     Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party’s pleadings. Since the applicant has been 
unsuccessful, he must be ordered to pay the costs incurred by OHIM, in accordance with the form of
order sought by OHIM. 

On those grounds, 

THE COURT OF FIRST INSTANCE (Third Chamber) 

hereby: 
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1.      Dismisses the action; 

2.      Orders the applicant to pay the costs. 

 

Delivered in open court in Luxembourg on 31 May 2006. 

* Language of the case: Dutch. 

Jaeger  Tiili  Czúcz 

E. Coulon         M. Jaeger 

Registrar        President 
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Judgment of the Court (First Chamber)
of 11 May 2006

The Sunrider Corp. v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Appeal - Community trade mark - Articles 8(1)(b), 15(3) and 43(2) and (3) of Regulation (EC)
No 40/94 - Likelihood of confusion - Application for Community word mark VITAFRUIT - Opposition

by the proprietor of the national word mark VITAFRUT - Genuine use of the earlier trade mark -
Proof of consent of the proprietor for the use of the earlier trade mark - Similarity of goods. Case

C-416/04 P.

In Case C-416/04 P,

APPEAL under Article 56 of the Statute of the Court of Justice brought on 27 September 2004,

The Sunrider Corp., established in Torrance, California (United States), represented by A. Kockläuner,
Rechtsanwalt,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and A. Folliard-Monguiral, acting as Agents,

defendant at first instance,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, K. Schiemann, K. Lenaerts, E. Juhasz and M. Ilei
(Rapporteur), Judges,

Advocate General: F.G. Jacobs,

Registrar: B. Fülöp, Administrator,

having regard to the written procedure and further to the hearing on 17 November 2005,

after hearing the Opinion of the Advocate General at the sitting on 15 December 2005,

gives the following

Judgment

On those grounds, the Court (First Chamber) hereby:

1. Dismisses the appeal;

2. Orders The Sunrider Corp. to pay the costs.

1. By its appeal, The Sunrider Corp. seeks to have set aside the judgment of the Court of First Instance of the
European Communities of 8 July 2004 in Case T203/02

Sunrider v OHIM - Espadafor Caba (VITAFRUIT) [2004] ECR II-0000 (the judgment under appeal')
dismissing its action for annulment of the decision of the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 8 April 2002 (Case R
1046/20001) rejecting the application for registration of the word mark VITAFRUIT (the contested decision').

Legal framework

2. Article 8 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), entitled Relative grounds for refusal', provides as follows:

© An extract from a JUSTIS database
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1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. For the purposes of paragraph 1, earlier trade marks means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

...

(ii) trade marks registered in a Member State...'

3. According to Article 15 of Regulation No 40/94, entitled Use of Community trade marks':

1. If, within a period of five years following registration, the proprietor has not put the Community trade
mark to genuine use in the Community in connection with the goods or services in respect of which it is
registered, or if such use has been suspended during an uninterrupted period of five years, the Community
trade mark shall be subject to the sanctions provided for in this Regulation, unless there are proper reasons for
non-use.

...

3. Use of the Community trade mark with the consent of the proprietor shall be deemed to constitute use by
the proprietor.'

4. Article 43 of Regulation No 40/94, entitled Examination of opposition', provides in paragraphs 2 and 3:

2. If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community in connection with the goods or services in respect of which it is registered and which he cites as
justification for his opposition..., provided the earlier Community trade mark has at that date been registered
for not less than five years. In the absence of proof to this effect, the opposition shall be rejected. If the
earlier Community trade mark has been used in relation to part only of the goods or services for which it is
registered it shall, for the purposes of the examination of the opposition, be deemed to be registered in respect
only of that part of the goods or services.

3. Paragraph 2 shall apply to earlier national trade marks referred to in Article 8(2)(a), by substituting use in
the Member State in which the earlier national trade mark is protected for use in the Community.'

5. Rule 22(2) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1) provides: [t]he indications and
evidence for the furnishing of proof of use shall consist of indications concerning the place, time, extent and
nature of use of the opposing trade mark for the goods and services in respect of which it is registered and
on which the opposition is based....'

Background to the dispute
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6. On 1 April 1996, the appellant applied to OHIM for registration of the word mark VITAFRUIT as a
Community trade mark, pursuant to Regulation No 40/94.

7. The goods in respect of which registration was sought are in Classes 5, 29 and 32 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended. Class 32 covers [b]eers; mineral and aerated waters and
other non-alcoholic drinks; fruit and vegetable drinks, fruit juices; syrups and other preparations for making
beverages; herbal and vitamin beverages'.

8. On 1 April 1998, Mr Espadafor Caba filed notice of opposition to registration of the trade mark for all the
goods covered by the application, pursuant to Article 42(1) of Regulation No 40/94.

9. The earlier trade mark of which Mr Espadafor Caba is the proprietor is the national word mark
VITAFRUT, registered in Spain for [n]on-alcoholic and non-therapeutic carbonic drinks, non-therapeutical cold
beverages of all kind[s], gaseous, granulated effervescent; fruit and vegetable juices without fermentation
(except must), lemonades, orangeades, cold beverages (except orgeat), soda water, Seidlitz water and artificial
ice', falling within Classes 30 and 32.

10. At the request of the appellant and pursuant to Article 43(2) and (3) of Regulation No 40/94, the
Opposition Division of OHIM asked Mr Espadafor Caba to furnish proof that the earlier trade mark had been
put to genuine use in Spain in the five years preceding the publication of the Community trade mark
application.

11. Mr Espadafor Caba provided OHIM with six bottle labels on which the earlier trade mark was displayed
and 14 invoices and orders, 10 of which dated from before that publication.

12. By decision of 23 August 2000, the Opposition Division rejected the application for a Community trade
mark in respect of goods falling within Class 32 other than beers, referred to in the trade mark application. It
held, first, that the evidence produced by Mr Espadafor Caba showed that the earlier trade mark had been put
to genuine use within the meaning of Article 43(2) and (3) of Regulation No 40/94 in respect of fruit and
vegetable juices without fermentation, lemonades, orangeades'. It held, second, that those goods and the goods
falling within Class 32 other than beer, referred to in the Community trade mark application, were in part
similar and in part identical, and that there was a likelihood of confusion within the meaning of Article
8(1)(b) of that same regulation between the earlier trade mark and the mark in respect of which registration
was sought.

13. The appeal brought by the appellant against that decision was dismissed by the contested decision. The
OHIM First Board of Appeal essentially upheld the findings contained in the Opposition Division's decision,
pointing out, however, that use of the earlier trade mark had been proven only for goods identified as juice
concentrates'.

The procedure before the Court of First Instance and the judgment under appeal

14. By application lodged at the Registry of the Court of First Instance on 2 July 2002, the appellant brought
an action for annulment of the contested decision on grounds of infringement, first, of Article 43(2) of
Regulation No 40/94 and, second, of Article 8(1)(b) of the same regulation.

15. By the first part of its first plea in law, it argued that the Board of Appeal had wrongly taken into
account the use of the trade mark by a third party. It maintained essentially that the opposing party had not
demonstrated that the alleged use of the earlier trade mark had been with its consent.

16. In paragraph 23 of the judgment under appeal, the Court of First Instance found that the alleged use of
the earlier trade mark had been by the company Industrias Espadafor SA and not by Mr Espadafor Caba, the
proprietor of that trade mark, although his name also featured in the name of the company
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in question. It nevertheless found, in paragraphs 24 to 28 of the same judgment, that the Board of Appeal had
been entitled to rely on the presumption that the use of the earlier trade mark had taken place with the
consent of the proprietor, and that the appellant had not disputed this point before it.

17. Accordingly, the Court of First Instance rejected the first part of the first plea in law.

18. By the second part of the first plea, the appellant alleged that the Board of Appeal had interpreted the
concept of genuine use' incorrectly. It maintained, in essence, that the evidence adduced by Mr Espadafor
Caba did not establish the time, place, nature or even sufficiency of the alleged use of the trade mark in order
to qualify it as genuine.

19. After referring, in paragraphs 36 to 42 of the judgment under appeal, to the case-law of the Court of
Justice (Case C40/01 Ansul [2003] ECR I2439) and to its own case-law and having examined, in paragraphs
43 to 53 of the same judgment, the evidence adduced by the opposing party, the Court of First Instance, in
paragraph 54 of that judgment, concluded its analysis as follows:

It follows that the other party to the proceedings before the Board of Appeal furnished proof that sales were
made, with its consent, to a Spanish customer during the period from May 1996 to May 1997 of around 300
[cases] of 12 items each of concentrated juices of various fruits, representing sales of approximately EUR 4
800. Although the scale of the use to which the earlier trade mark was put is limited and although it might be
preferable to have more evidence relating to the nature of the use during the relevant period, the facts and
evidence put forward by the other party to the proceedings are sufficient for a finding of genuine use.
Consequently, OHIM was right to find, in the contested decision, that the earlier trade mark was put to
genuine use in respect of some of the products for which it was registered, namely for fruit juices.'

20. Accordingly, the Court of First Instance dismissed the second part of the first plea.

21. By its second plea, the appellant stated that the Board of Appeal had infringed Article 8(1)(b) of
Regulation No 40/94 in finding that the goods herbal and vitamin beverages' referred to in the Community
trade mark application and the goods juice concentrates', in respect of which the earlier trade mark had been
put to genuine use, were similar. In its view, there was, at best, only a remote similarity between the goods.

22. In paragraph 66 of the judgment under appeal, the Court of First Instance found that the earlier trade
mark had been used for various concentrated fruit juices, intended for end-consumers, and not for juice
concentrates, intended for manufacturers producing fruit juices. It therefore rejected the appellant's argument
that herbal and vitamin beverages and the goods in respect of which the earlier trade mark had been put to
genuine use were intended for different purchasers.

23. In paragraph 67 of the same judgment, the Court of First Instance found that herbal and vitamin beverages
and concentrated fruit juices shared the same purpose, that of quenching thirst, that in both cases the goods
concerned were non-alcoholic beverages normally drunk cold and that to a large extent they were in
competition. It found that the fact that their ingredients differed did not, however, affect the finding that they
are interchangeable because they are intended to meet an identical need.

24. The Court of First Instance thus dismissed the second plea and the appellant's action in its entirety.

The appeal

25. The appellant advances three grounds of appeal and claims that the Court of Justice should:

- set aside the judgment under appeal;
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- in the alternative, set aside the judgment under appeal in so far as it upheld the refusal to register the mark
in respect of which registration was sought for the goods herbal and vitamin beverages';

- annul the contested decision;

- order OHIM to pay the costs, including those incurred before the OHIM adjudicating bodies and before the
Court of First Instance.

26. OHIM requests the Court to dismiss the appeal and order the appellant to pay the costs.

The admissibility of OHIM's response

27. In its reply, the appellant submits that OHIM's response is inadmissible on the ground that the latter did
not seek the same form of order, in whole or in part, as that sought at first instance, as required by Article
116 of the Rules of Procedure of the Court of Justice.

28. Article 116(1) provides:

A response may seek:

- to dismiss, in whole or in part, the appeal or to set aside, in whole or in part, the decision of the Court of
First Instance;

- the same form of order, in whole or in part, as that sought at first instance and shall not seek a different
form of order.'

29. That provision states for which purposes the parties to the proceedings other than the appellant may lodge
a response.

30. For the response to serve a purpose, those other parties must, in principle, state therein their position as to
the appeal, and request that it be dismissed in whole or in part, or express total or partial support for it, or
even lodge a cross-appeal, all of which are forms of order provided for in the first indent of Article 116(1) of
the Rules of Procedure.

31. The other parties to the proceedings cannot, however, be required, in order for their responses to be valid,
to seek the form of order provided for in the second indent of that provision. Each party is free to make
before a court the claims which it considers appropriate. Thus, when the Court of First Instance does not grant
the form of order sought by a party, or grants it only in part, the party may choose not to seek that form of
order from the Court of Justice when the latter hears an appeal against the judgment of the Court of First
Instance.

32. A fortiori, when, as in the present case, a party has obtained full satisfaction before the Court of First
Instance and, in its response before the Court of Justice, seeks to have the appeal dismissed in its entirety, it
is not necessary for it to seek the same form of order as that sought at first instance. Moreover, if the Court
of Justice allows the appeal and, exercising the option open to it under Article 61 of the Statute of the Court
of Justice, decides to give final judgment in the matter itself, it will be required to take account of that form
of order, either to grant it again, in whole or in part, or to dismiss it, but cannot justify that dismissal on the
ground that the party concerned did not seek the same form of order before it.

33. Accordingly, the objection of inadmissibility raised against OHIM's response must be rejected.

The first ground of appeal

Arguments of the parties

34. By its first ground of appeal, the appellant claims that the Court of First Instance infringed Article 43(2)
and (3) of Regulation No 40/94, read together with Article 15(1) and (3) of the same regulation, by taking
account of a third party's use of the earlier trade mark.
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35. By the first part of this ground of appeal, the appellant criticises the Court of First Instance for having
misinterpreted the apportionment of the burden of proof, having taken into account inconclusive evidence
provided by the opposing party and having relied on presumptions rather than firm evidence.

36. According to the appellant, it is settled case-law of the Court of First Instance that genuine use of a trade
mark cannot be proved by means of probabilities or presumptions, but must be demonstrated by solid and
objective evidence of effective and sufficient use of the trade mark on the market concerned.

37. In the present case, it was for the opposing party to prove that the use of the earlier trade mark by the
company Industrias Espadafor SA had taken place with its consent. The opposing party has, however, adduced
no evidence that it consented to that use. In order to find that the opposing party had consented to that use,
the Board of Appeal and the Court of First Instance therefore incorrectly relied on probabilities and
presumptions.

38. By the second part of the first ground of appeal, the appellant alleges that the Court of First Instance
committed an error of law by failing to consider, in the course of the examination of the first part of the first
plea at first instance, whether, at the time it gave its ruling, it could lawfully adopt a new decision with the
same operative part as the contested decision, as required by its own case-law (Case T308/01 Henkel v
OHIM - LHS (UK) (KLEENCARE) [2003] ECR II3253, paragraph 29).

39. Paragraphs 25 and 26 of the judgment under appeal indicate that the Court of First Instance in fact
confined itself to examining the issue of whether the Board of Appeal could, at the time it adopted the
contested decision, rely on the presumption that the opposing party had consented to the use of the earlier
trade mark by Industrias Espadafor SA.

40. Regarding the first part of the first ground of appeal, OHIM states that, in the present case, the
presumption that the opposing party had consented to the use of the earlier trade mark by Industrias Espadafor
SA, a presumption which the Court of First Instance accepted, is completely justified for the reasons set out
in paragraphs 24 to 29 of the judgment under appeal. Accordingly, the assessment of the facts by the Court of
First Instance, on completion of which it acknowledged that the opposing party had consented to the use of
the earlier trade mark, does not contain any error of assessment or any distortions which would justify the
Court of Justice's interfering in the findings made by the Court of First Instance.

41. As to the second part of the first ground of appeal, OHIM states that, according to settled case-law, the
purpose of the action before the Court of First Instance is to ensure judicial review of the Board of Appeal's
decision for the purposes of Article 63 of Regulation No 40/94, so that the Court of First Instance was in no
way required to consider whether or not a new decision with the same operative part as the contested decision
could lawfully be adopted at the time it gave its ruling.

Findings of the Court

42. First of all, under Article 43(2) and (3) of Regulation No 40/94, at the request of the applicant for a
Community trade mark, the proprietor of an earlier trade mark who has given notice of opposition must
furnish proof that his trade mark has been put to genuine use.

43. Moreover, Article 15(3) of Regulation No 40/94 provides that the genuine use of a trade mark is the use
made of that mark by the proprietor or with his consent.

44. It follows that it is for the proprietor of the earlier trade mark who has given notice of opposition to
furnish proof that he consented to the alleged use of that trade mark by a third party.

45. In the present case, first, in so far as it complains that the Court of First Instance misinterpreted
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the apportionment of the burden of proof, the first part of the first ground of appeal is unfounded.

46. After noting, in paragraph 23 of the judgment under appeal, that the name of the company Industrias
Espadafor SA, which made use of the earlier trade mark, reproduced part of the name of the proprietor of that
trade mark and having held, in paragraphs 24 and 25 of the judgment, that it was unlikely that Mr Espadafor
Caba would have been in a position to submit the proof of use of the trade mark which he did produce
before the Opposition Division and the OHIM Board of Appeal if that use had taken place against his wishes,
the Court of First Instance found that OHIM had correctly relied on the presumption that the opposing party
had consented to the alleged use of the earlier trade mark.

47. In so doing, the Court of First Instance did not require the appellant to prove the lack of consent, but
relied on the material adduced by the opposing party and found that his consent to the alleged use had been
proved. It did not, therefore, reverse the burden of proof.

48. Second, in so far as it complains that the Court of First Instance held that the evidence adduced by the
opposing party proved his consent to the alleged use, that part of the argument essentially asks the Court of
Justice to substitute its own assessment of the facts for that of the Court of First Instance and is, accordingly,
inadmissible.

49. In addition, under Article 225(1) EC and the first paragraph of Article 58 of the Statute of the Court of
Justice, an appeal lies on a point of law only. The Court of First Instance thus has exclusive jurisdiction to
find and appraise the relevant facts and to assess the evidence. The appraisal of those facts and the assessment
of that evidence thus do not, save where the facts and evidence are distorted, constitute a point of law which
is subject, as such, to review by the Court of Justice on appeal (see, inter alia, Case C37/03 P BioID v
OHIM [2005] ECR I-7975, paragraph 43 and case-law cited).

50. Moreover, it does not appear that, in paragraphs 23 to 25 of the judgment under appeal, the Court of First
Instance distorted the facts and evidence submitted to it.

51. For the sake of completeness, the Court of First Instance, in paragraphs 26 and 27 of the judgment under
appeal, found that [t]here was all the more reason for OHIM to rely on [the] presumption [that the opposing
party had consented to the alleged use] given that the applicant did not dispute that the earlier trade mark had
been put to use by Industrias Espadafor SA'.

52. The first part of the first ground of appeal must therefore be rejected as being partly unfounded and partly
inadmissible.

53. Second, contrary to the appellant's assertions, it does not follow from the Court of First Instance's
case-law that it is required to ascertain whether, at the time it rules on an action against a decision of the
OHIM Board of Appeal, it may lawfully adopt a new decision with the same operative part as the decision
appealed against. In paragraphs 25 and 26 of its judgment in Henkel v OHIM - LHS (UK) (KLEENCARE) ,
the Court of First Instance merely stated that that obligation applies to the OHIM Boards of Appeal because
of the principle of continuity, in terms of their functions, as between the OHIM adjudicating bodies deciding
on the application at first instance - such as the examiners, the Opposition Division and the Cancellation
Division - and those boards.

54. Under Article 63 of Regulation No 40/94, the Court of First Instance may annul or alter a decision of an
OHIM Board of Appeal only on grounds of lack of competence, infringement of an essential procedural
requirement, infringement of the Treaty, of Regulation [No 40/94] or of any rule of law relating to [its]
application or misuse of power'.

55. It follows that the Court of First Instance may annul or alter a decision against which an
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action has been brought only if, at the time the decision was adopted, it was vitiated by one of those grounds
for annulment or alteration. The Court of First Instance may not, however, annul or alter that decision on
grounds which come into existence subsequent to its adoption.

56. The second part of the first ground of appeal is thus unfounded and this ground of appeal must
accordingly be rejected in its entirety.

The second ground of appeal

Arguments of the parties

57. By the first part of its second ground of appeal, the appellant states that the labels produced by the
opposing party do not bear dates and therefore do not amount to proof of use of the earlier trade mark during
the relevant period; nor do they support the other evidence adduced during the procedure.

58. By the second part of the same ground of appeal, the appellant maintains that the Court of First Instance
infringed Article 43(2) of Regulation No 40/94 by misinterpreting the concept of genuine use' within the
meaning of that provision: inter alia it applied incorrectly the conditions according to which the use of a trade
mark may be held to be genuine.

59. According to the appellant, it follows from the Opinion of Advocate General Ruiz-Jarabo Colomer and the
judgment of the Court of Justice in Ansul , as well as from the Court of First Instance's case-law, that
genuine use does not include use that is not merely token, serving solely to preserve the rights conferred by
the trade mark, that the point beyond which commercial use of the trade mark may be held to be appropriate
and genuine is directly related to the nature of the product or the type of service, that, regardless of the
volume of transactions carried out under the trade mark and their frequency, the use must be continuous and
in no way sporadic or occasional, and genuine use requires that the trade mark be present in a substantial part
of the territory in which it is protected.

60. The appellant states that, in the present case, the goods sold are everyday manufacturing and consumption
goods, intended for daily use by the end-consumer at low cost and, therefore, easy to sell. In the light of the
nature of those goods, sales volumes such as have been established in this case cannot be considered to be
sufficient for the purposes of Article 43(2) of Regulation No 40/94. Moreover, the opposing party, who
provided evidence of a mere five transactions over a period of 11 months, established at most only sporadic
and occasional use of the earlier trade mark. In any event, such use cannot be regarded as being continuous,
actual and stable. Furthermore, since the invoices produced were all addressed to the same customer, it has
not been proven that the earlier trade mark was present in a substantial part of the territory in which it is
protected.

61. It adds that its submission that the Court of First Instance misinterpreted the concept of genuine use' for
the purposes of Article 43(2) of Regulation No 40/94 is supported by the fact that the Bundesgerichtshof
(Federal Court of Justice, Germany) held, in another case, that monthly sales of EUR 4 400 indicate merely
token use.

62. According to the appellant, it does not in any way call into question the findings of fact and assessment
of the evidence carried out by the Court of First Instance, but complains that it disregarded the concept of
genuine use'. This is a point of law which may be raised on appeal.

63. OHIM states that, in paragraphs 32 to 42 of the judgment under appeal, the Court of First Instance
correctly set out the principles developed by it and the Court of Justice regarding the concept of genuine use'
and notes that the appellant does not contest those principles but considers that the facts of this case do not
provide proof of such use.

64. It infers from that that the second ground of appeal seeks a re-examination by the Court of
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Justice of the facts and evidence; this ground of appeal is therefore inadmissible.

65. OHIM submits, in the alternative, that the Court of First Instance was right in holding that genuine use of
the earlier trade mark was established, which means that this ground of appeal is unfounded. It admits that the
use proven is on a rather small scale and appears to relate to a single customer, but states that the overall
amount of the transactions was achieved over a fairly brief period. It adds that, in accordance with the Court
of Justice's case-law, there is no de minimis rule and that the Court of First Instance was correct in holding
that small-scale use may be compatible with actual market presence.

66. Regarding the appellant's assertion that a trade mark must be present in a substantial part of the territory
in which it is protected in order for its use to be found to be genuine, OHIM submits that that requirement is
not valid in the light of Ansul and the order in Case C259/02 La Mer Technology [2004] ECR I-1159, and
that the extent of the territorial coverage is only one of the factors to be taken into account in the
determination of whether or not the use is genuine.

67. As to the argument drawn from the Bundesgerichtshof's judgment, OHIM contends that judgments of
national courts are not binding in these proceedings and that, in addition, since the assessment of whether use
has been genuine must be on a case-by-case basis, it is practically impossible to draw general conclusions
from other cases.

Findings of the Court

68. The Court notes, first, that the appellant does not call into question the finding made by the Court of First
Instance, in paragraphs 46 to 48 of the judgment under appeal, on the basis of invoices produced by the
opposing party, that the value of the goods sold under the earlier trade mark between May 1996 and May
1997 to a single customer in Spain amounted to no more than EUR 4 800, corresponding to the sale of 293
cases of 12 items each.

69. In those circumstances, the first part of the second ground of appeal, alleging that the labels produced by
the opposing party cannot in themselves prove use of the earlier trade mark during the relevant period nor
support the other evidence, is not such as to justify setting aside the judgment under appeal and must
therefore be rejected as ineffective.

70. Second, as is apparent from the case-law of the Court of Justice, there is genuine use of a trade mark
where the mark is used in accordance with its essential function, which is to guarantee the identity of the
origin of the goods or services for which it is registered, in order to create or preserve an outlet for those
goods or services; genuine use does not include token use for the sole purpose of preserving the rights
conferred by the mark. When assessing whether use of the trade mark is genuine, regard must be had to all
the facts and circumstances relevant to establishing whether the commercial exploitation of the mark in the
course of trade is real, particularly whether such use is viewed as warranted in the economic sector concerned
to maintain or create a share in the market for the goods or services protected by the mark, the nature of
those goods or services, the characteristics of the market and the scale and frequency of use of the mark (see,
regarding Article 10(1) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws
of the Member States relating to trade marks (OJ 1989 L 40, p. 1), a provision which is identical to Article
15(1) of Regulation No 40/94, Ansul , paragraph 43, and order in La Mer Technology , paragraph 27).

71. The question whether use is sufficient to maintain or create market share for the goods or services
protected by the mark thus depends on several factors and on a case-by-case assessment. The characteristics of
those goods and services, the frequency or regularity of the use of the trade mark, whether the mark is used
for the purpose of marketing all the identical goods or services of the proprietor or merely some of them, or
evidence of use which the proprietor is able to provide,
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are among the factors which may be taken into account (see, to that effect, order in La Mer Technology ,
paragraph 22).

72. It follows that it is not possible to determine a priori, and in the abstract, what quantitative threshold
should be chosen in order to determine whether use is genuine or not. A de minimis rule, which would not
allow OHIM or, on appeal, the Court of First Instance, to appraise all the circumstances of the dispute before
it, cannot therefore be laid down (see, to that effect, order in La Mer Technology , paragraph 25). Thus, when
it serves a real commercial purpose, in the circumstances referred to in paragraph 70 of this judgment, even
minimal use of the trade mark can be sufficient to establish genuine use (order in La Mer Technology ,
paragraph 27).

73. In the present case, the Court of First Instance did not commit any error of law in its assessment of the
genuine use of the earlier trade mark.

74. First, under Rule 22(2) of Regulation No 2868/95, it analysed, in paragraphs 46 to 54 of the judgment
under appeal, the place, time, extent and nature of that use.

75. Second, in accordance with the case-law referred to in paragraphs 70 to 72 of this judgment, it sought to
determine whether the earlier trade mark had been used in order to create or preserve an outlet for the goods
concentrated fruit juices', for which the alleged use was established, or whether, on the contrary, that use had
been for the sole purpose of preserving the rights conferred by the mark and had to be regarded as token.

76. Third, contrary to the appellant's assertions, the fact that in the present case the proof of use of the earlier
trade mark was established only for the sale of products intended for a single customer does not a priori
preclude the use being genuine (see, to that effect, order in La Mer Technology , paragraph 24), even though
it follows from that situation that the mark was not present in a substantial part of the territory of Spain, in
which it is protected. As OHIM has maintained, the territorial scope of the use is only one of several factors
to be taken into account in the determination of whether it is genuine or not.

77. Lastly and fourthly, regarding the appellant's argument that a judgment delivered by the Bundesgerichtshof
in a case concerning a trade mark other than the trade mark VITAFRUT, it is clear from the case-law referred
to in paragraphs 70 to 72 of this judgment that, when assessing whether use of the mark is genuine, regard
must be had to all the circumstances of the case and it is not possible to determine a priori, and in the
abstract, what quantitative threshold should be chosen in order to determine whether use is genuine or not. It
follows that courts ruling in two different cases may assess differently the genuine nature of the use alleged
before them, even when instances of that use may have generated comparable sales volumes.

78. Moreover, the appellant's line of argument that, in the light of inter alia the nature of the goods marketed
under the earlier trade mark, the quantitative scope of the use of that mark was insufficient for it to be found
to be genuine within the meaning of Article 43(2) of Regulation No 40/94, essentially asks the Court of
Justice to substitute its own assessment of the facts and evidence for that of the Court of First Instance.
Unless the facts or evidence have been distorted, which has not been alleged here, such a line of argument
does not constitute a point of law which is subject, as such, to review by the Court of Justice, for the reasons
given in paragraph 49 of this judgment.

79. Accordingly, the second part of the second ground of appeal, alleging misinterpretation of the concept of
genuine use' within the meaning of Article 43(2) of Regulation No 40/94, is partly inadmissible and partly
unfounded and this ground of appeal must therefore be rejected in its entirety.

The third ground of appeal
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Arguments of the parties

80. By its third ground of appeal, relied on in support of its alternative claim for the judgment under appeal
to be set aside in part, the appellant maintains that the Court of First Instance infringed Article 8(1)(b) of
Regulation No 40/94 in finding that herbal and vitamin beverages' for which registration is sought, and the
goods concentrated fruit juices', for which genuine use of the earlier trade mark has been established, are
goods bearing a similarity within the meaning of that provision.

81. First, the appellant alleges that the Court of First Instance did not take account of the nature of the
respective goods, which, according to the case-law of the Court of Justice, is a relevant factor which must be
taken into account for determining whether goods or services are similar.

82. Second, it states that those goods are very different in terms of how they are manufactured, the manner in
which they are used, their intended purpose and the places where they are marketed, and that those
differences, taken as a whole, are more important than the one feature they have in common, namely that they
are aimed at the same potential consumers.

83. The appellant maintains that, by this ground of appeal, it does not call into question the findings of fact
and the assessment of the evidence carried out by the Court of First Instance, but complains that it
disregarded the concept of similarity of the goods'. It is, in its view, a point of law which may be raised on
appeal.

84. OHIM submits, by way of principal argument, that the third ground of appeal is inadmissible because the
appellant merely criticises the assessment of the facts carried out by the Court of First Instance. It submits, in
the alternative, that the goods in question are similar.

Findings of the Court

85. As the Court of First Instance rightly held, in paragraph 65 of the judgment under appeal, in order to
assess the similarity of the products or services concerned, all the relevant features of the relationship between
those products or services should be taken into account. Those factors include, in particular, their nature, their
intended purpose, their method of use and whether they are in competition with each other or are
complementary (see, regarding Article 4(1)(b) of Directive 89/104, a provision which is substantively identical
to Article 8(1)(b) of Regulation No 40/94, Case C-39/97 Canon [1998] ECR I-5507, paragraph 23).

86. In accordance with that case-law, the Court of First Instance found, in paragraph 66 of the judgment
under appeal, that the goods herbal and vitamin beverages', for which registration is sought, and the goods
concentrated fruit juices', for which genuine use of the earlier trade mark has been established, are intended
for end-consumers. Likewise, it held, in paragraph 67 of the judgment under appeal, that those goods share
the same purpose, that of quenching thirst, are to a large extent in competition, have the same nature and
method of use - both are non-alcoholic beverages normally drunk cold - and that the fact that their ingredients
differ does not affect the finding that they are interchangeable because they are intended to meet an identical
need.

87. In complaining that the Court of First Instance did not take into account the nature of the goods in
question in order to assess the similarities between them, the appellant relies on an incorrect interpretation of
the judgment under appeal. In paragraph 67 of the judgment under appeal, the Court of First Instance indeed
considered whether or not the goods were similar, examining, inter alia, their respective natures.

88. In complaining that the Court of First Instance did not hold that the differences between the goods in
question were more important than the one characteristic they shared, namely that they are aimed at the same
potential end-consumers, the appellant is, in reality, asking the Court of
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Justice to substitute its own assessment of the facts for that of the Court of First Instance, contained in
paragraphs 66 and 67 of the judgment under appeal (see, by analogy, regarding the assessment of the
similarities between two trade marks, Case C361/04 P Ruiz-Picasso and Others v OHIM [2006] ECR I-0000,
paragraph 23, and Case C206/04 P Muelhens v OHIM [2006] ECR I-0000, paragraph 41). Unless there has
been distortion, which has not been alleged here, such an argument is not a point of law which is subject, as
such, to review by the Court of Justice, for the reasons given in paragraph 49 of this judgment.

89. The third ground of appeal must accordingly be rejected as being partly unfounded and partly inadmissible
and, therefore, the appeal in its entirety must be dismissed.

Costs

90. Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of Article
118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since OHIM has applied for costs and the appellant has been unsuccessful, the
latter must be ordered to pay the costs.
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Judgment of the Court (First Chamber)
of 12 January 2006

Claude Ruiz-Picasso and Others v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Appeal - Community trade mark - Article 8(1)(b) of Regulation (EC) No 40/94 -
Likelihood of confusion - Word mark PICARO - Opposition by the proprietor of the Community word

mark PICASSO. Case C-361/04 P.

In Case C-361/04 P,

APPEAL under Article 56 of the Statute of the Court of Justice brought on 18 August 2004,

Claude Ruiz-Picasso, residing in Paris (France),

Paloma Ruiz-Picasso , residing in London (United Kingdom),

Maya Widmaier-Picasso, residing in Paris,

Marina Ruiz-Picasso, residing in Geneva (Switzerland),

Bernard Ruiz-Picasso, residing in Paris,

represented by C. Gielen, advocaat,

appellants,

the other parties to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider and A. von Mühlendahl, acting as Agents,

defendant at first instance,

DaimlerChrysler AG, represented by S. Völker, Rechtsanwalt,

intervener at first instance,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, K. Schiemann (Rapporteur), N. Colneric, K. Lenaerts and
E. Juhasz, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: K. Sztranc, Administrator,

having regard to the written procedure and further to the hearing on 14 July 2005,

after hearing the Opinion of the Advocate General at the sitting on 8 September 2005,

gives the following

Judgment

On those grounds, the Court (First Chamber) hereby:

1. Dismisses the appeal;

2. Orders Mr Claude Ruiz-Picasso, Mrs Paloma Ruiz-Picasso, Mrs Maya Widmaier-Picasso, Mrs Marina
Ruiz-Picasso and Mr Bernard Ruiz-Picasso to pay the costs.

1. By their appeal, Mr Claude Ruiz-Picasso, Mrs Paloma Ruiz-Picasso, Mrs Maya Widmaier-Picasso, Mrs
Marina Ruiz-Picasso and Mr Bernard Ruiz-Picasso request the Court to set aside the judgment of the Court of
First Instance of the European Communities of 22 June 2004 in Case T-185/02
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Ruiz-Picasso and Others v OHIM - DaimlerChrysler (PICARO) [2004] ECR II-0000 (hereinafter the
judgment under appeal') with which that Court dismissed their action against the decision of the Third Board
of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 18
March 2002 (Case R 247/2001-3) rejecting the opposition lodged by the Picasso estate' against the application
for registration of the word mark PICARO (hereinafter the contested decision').

Legal context

2. Article 8(1)(b) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1) provides:

Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.'

3. Article 9(1)(b) of that regulation provides:

A Community trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

...

(b) any sign where, because of its identity with or similarity to the Community trade mark and the identity or
similarity of the goods or services covered by the Community trade mark and the sign, there exists a
likelihood of confusion on the part of the public; the likelihood of confusion includes the likelihood of
association between the sign and the trade mark'.

4. Articles 8(1)(b) and 9(1)(b) of Regulation No 40/94 are formulated in terms essentially identical to those
of Articles 4(1)(b) and 5(1)(b) respectively of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1).

Background to the dispute

5. On 11 September 1998, DaimlerChrysler AG (hereinafter DaimlerChrysler') submitted to OHIM an
application for registration as a Community trade mark of the word sign PICARO in respect of goods and
services in Class 12 of the Nice Agreement concerning the International Classification of Goods and Services
for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and corresponding to
the following description: Vehicles and parts therefore, omnibuses'.

6. On 19 August 1999, the Picasso estate, which is an estate in co-ownership under Article 815 et seq. of the
French Civil Code, the co-owners of which are the appellants in these appeal proceedings, lodged an
opposition against that application for registration alleging the existence of a likelihood of confusion within
the meaning of Article 8(1)(b) of Regulation No 40/94. In this connection, that estate relied on the earlier
Community word mark PICASSO registered in respect of goods in Class 12, corresponding to the following
description: Vehicles; apparatus for locomotion by land, air or water, motor cars, motor coaches, trucks, vans,
caravans, trailers' (hereinafter the earlier mark').
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7. Since the Opposition Division of OHIM rejected that opposition by decision of 11 January 2001, the
Picasso estate lodged an appeal against that rejection.

8. By the contested decision, the Third Board of Appeal of OHIM dismissed that appeal essentially on the
grounds that, in view of the high level of attention of the relevant public, the marks at issue were not similar
at either a phonetic or a visual level and that the conceptual impact of the earlier mark was, furthermore, such
as to counteract any possible phonetic and/or visual similarity between those marks.

The procedure before the Court of First Instance and the judgment under appeal

9. By application lodged at the Registry of the Court of First Instance on 13 June 2002, the appellants, under
the collective name Picasso estate', brought an action to have the contested decision annulled.

10. The Court of First Instance held that, notwithstanding the use of that collective name, the action had to
be considered as having been brought by the five co-owners acting as natural persons and that on that basis it
was admissible. However, since it considered that the pleas put forward by the appellants were unfounded, the
Court dismissed the action.

11. As regards, in particular, the plea in law relating to infringement of Article 8(1)(b) of Regulation No
40/94, the Court of First Instance, after finding that the goods covered by the application for registration of
the trade mark and by the earlier mark were partly identical and partly similar, held as follows in paragraphs
54 to 62 of the judgment under appeal:

54 As regards visual and phonetic similarity, the applicants rightly point out that the signs at issue each
consist of three syllables, contain the same vowels in corresponding positions and in the same order, and,
apart from the letters ss and r respectively, also contain the same consonants, which moreover occur in
corresponding positions. Finally, the fact that the first two syllables and the final letters are identical is of
particular importance. On the other hand, the pronunciation of the double consonant ss is quite different from
that of the consonant r. It follows that the two signs are visually and phonetically similar, but the degree of
similarity in the latter respect is low.

55 From the conceptual point of view, the word sign PICASSO is particularly well known to the relevant
public as being the name of the famous painter Pablo Picasso. The word sign PICARO may be understood by
Spanish-speaking persons as referring inter alia to a character in Spanish literature, whereas it has no semantic
content for the (majority) non-Spanish-speaking section of the relevant public. The signs are not thus similar
from the conceptual point of view.

56 Such conceptual differences can in certain circumstances counteract the visual and phonetic similarities
between the signs concerned. For there to be such a counteraction, at least one of the signs at issue must
have, from the point of view of the relevant public, a clear and specific meaning so that the public is capable
of grasping it immediately [Case T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und
Einzelhandel (BASS) [2003] ECR II-4335, paragraph 54].

57 The word sign PICASSO has a clear and specific semantic content for the relevant public. Contrary to the
applicants' submissions, the relevance of the meaning of the sign for the purposes of assessing the likelihood
of confusion is not affected in the present case by the fact that that meaning has no connection with the
goods concerned. The reputation of the painter Pablo Picasso is such that it is not plausible to consider, in the
absence of specific evidence to the contrary, that the sign PICASSO as a mark for motor vehicles may, in the
perception of the average consumer, override the name of the painter so that that consumer, confronted with
the sign PICASSO in
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the context of the goods concerned, will henceforth disregard the meaning of the sign as the name of the
painter and perceive it principally as a mark, among other marks, of motor vehicles.

58 It follows that the conceptual differences separating the signs at issue are, in the present case, such as to
counteract the visual and phonetic similarities noted in paragraph 54 above.

59 In the context of the global assessment of the likelihood of confusion, it must also be taken into account
that, in view of the nature of the goods concerned and in particular their price and their highly technological
character, the degree of attention of the relevant public at the time of purchase is particularly high. The
possibility raised by the applicants that members of the relevant public may also perceive the goods concerned
in situations in which they do not pay such attention does not prevent that degree of attention from being
taken into account. A refusal to register a trade mark because of the likelihood of confusion with an earlier
mark is justified on the ground that such confusion is liable to have an undue influence on the consumers
concerned when they make a choice with respect to the goods or services in question. It follows that account
must be taken, for the purposes of assessing the likelihood of confusion, of the level of attention of the
average consumer at the time when he prepares and makes his choice between different goods or services
within the category for which the mark is registered.

60 It should be added that the question of the degree of attention of the relevant public to be taken into
account for assessing the likelihood of confusion is different from the question whether circumstances
subsequent to the purchase situation may be relevant for assessing whether there has been a breach of trade
mark rights, as was accepted, in the case of the use of a sign identical to the trade mark, in [Case C-206/01
Arsenal Football Club [2002] ECR I-10273], relied on by the applicants.

61 Moreover, the applicants are wrong to rely, in the present case, on the case-law which states that trade
marks which have a highly distinctive character, either per se or because of the reputation they possess on the
market, enjoy broader protection than marks with a less distinctive character ([Case C251/95 SABEL [1997]
ECR I-6191], paragraph 24, and Case C-39/97 Canon [1998] ECR I-5507, paragraph 18). That the word
sign PICASSO is well known as corresponding to the name of the famous painter Pablo Picasso is not
capable of heightening the likelihood of confusion between the two marks for the goods concerned.

62 In the light of all the above elements, the degree of similarity between the marks at issue is not
sufficiently great for it to be considered that the relevant public might believe that the goods in question come
from the same undertaking or, as the case may be, from economically linked undertakings. The Board of
Appeal was therefore right to consider that there was no likelihood of confusion between them.'

The appeal

12. In their appeal, as a basis for which they are relying on a single plea in law comprising four parts
regarding infringement of Article 8(1)(b) of Regulation No 40/94, the appellants request the Court to set aside
the judgment under appeal, annul the contested decision and order OHIM to pay the costs.

13. OHIM and DaimlerChrysler contend that the appeal should be dismissed and that the appellants should be
ordered to pay the costs.

The first part of the plea in law

Arguments of the appellants

14. The appellants maintain that the Court of First Instance misapplied Article 8(1)(b) of Regulation No
40/94 in paragraphs 56 to 58 of the judgment under appeal, in particular as regards the criterion
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of similarity to the earlier trade mark' to which that provision refers.

15. According to them, the Court of First Instance wrongly considered that the meaning which attaches to a
famous name such as PICASSO, by virtue of the fact that it is clear and specific and therefore capable of
being grasped immediately by the relevant public, can be the origin of such a conceptual difference between
two signs that the consequence is the counteraction of the visual and phonetic similarities which also exist
between those signs.

16. First, they claim that the conceptual difference between two signs cannot be found to be increased on
account of the fact that the meaning of one of them is clear and specific so that it can be grasped
immediately by the public concerned. That fact is therefore irrelevant in assessing whether that conceptual
difference can have the effect of counteracting visual and phonetic similarities between the signs at issue.

17. Secondly, the importance to be attributed to any visual, aural or conceptual similarities between one mark
and another must, as is apparent from paragraph 27 of Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR
I-3819, be assessed having regard to the category of goods to which the mark relates and the circumstances in
which they are marketed. It follows from this that the meaning which the name of a famous individual may
have outside the field of those goods is irrelevant for the purposes of such an assessment. The Court of First
Instance therefore wrongly took that meaning as its basis in order to conclude that there was a counteraction
of the visual and phonetic similarities observed between the signs at issue, without taking into consideration
the category of goods or the state of the market.

Findings of the Court

18. As is apparent both from the tenth recital in the preamble to Directive 89/104 and the seventh recital in
the preamble to Regulation No 40/94, the assessment of the likelihood of confusion depends on numerous
elements and, in particular, on the recognition of the trade mark on the market, on the association which can
be made with the used or registered sign and on the degree of similarity between the trade mark and the sign
and between the goods or services identified. The likelihood of confusion must therefore be appreciated
globally, taking into account all factors relevant to the circumstances of the case (see to that effect, regarding
Directive 89/104, SABEL , paragraph 22).

19. Furthermore, that global appreciation of the visual, aural or conceptual similarity of the marks in question
must be based on the overall impression given by the marks, bearing in mind, in particular, their distinctive
and dominant components (see, in particular, SABEL , paragraph 23).

20. By stating in paragraph 56 of the judgment under appeal that, where the meaning of at least one of the
two signs at issue is clear and specific so that it can be grasped immediately by the relevant public, the
conceptual differences observed between those signs may counteract the visual and phonetic similarities
between them, and by subsequently holding that that applies in the present case, the Court of First Instance
did not in any way err in law.

21. As OHIM rightly maintains, such a finding is, in this case, entirely part of the process designed to
ascertain the overall impression given by those signs and to make a global assessment of the likelihood of
confusion between them.

22. It must be borne in mind that, in paragraph 54 of the judgment under appeal, the Court of First Instance
found that the two signs at issue are visually and phonetically similar, but that the degree of similarity in the
latter respect is low. It also held in paragraph 55 of that judgment that those signs are not similar from a
conceptual point of view.
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23. Thereafter, the Court of First Instance ruled, in paragraph 56 et seq. of the judgment under appeal, on the
overall impression given by those signs and concluded, following a factual assessment which it is not for the
Court to review in an appeal where there is no claim as to distortion of the facts, that there was a
counteraction of the visual and phonetic similarities on account of the particularly obvious and pronounced
nature of the conceptual difference observed in the present case. In doing so, the Court of First Instance, in its
overall assessment of the likelihood of confusion and as is apparent from paragraph 59 of that judgment, took
account in particular of the fact that the degree of attention of the relevant public is particularly high as
regards goods like motor vehicles.

24. In paragraph 61 of the judgment, the Court of First Instance also ruled on whether the mark PICASSO
has a highly distinctive character capable of heightening the likelihood of confusion between the two marks
for the goods concerned.

25. Thus, it is only following consideration of various elements enabling it to make an overall assessment of
the likelihood of confusion that the Court of First Instance concluded, in paragraph 62 of the judgment under
appeal, that the degree of similarity between the marks at issue is not sufficiently great for it to be considered
that the relevant public might believe that the goods concerned come from the same undertaking or, as the
case may be, from economically linked undertakings, so that there is no likelihood of confusion between those
marks.

26. As to the remainder, it need only be observed that it is as a result of misreading the judgment under
appeal that the appellants claim that the Court of First Instance failed to take into account the category of
goods concerned in its assessment of the similarity between the signs at issue.

27. It is apparent from paragraphs 55 and 57 of that judgment that the Court of First Instance considered in
particular, also following factual assessments which it is not for the Court to review in the context of an
appeal, that, confronted with the word sign PICASSO, the relevant public inevitably sees in it a reference to
the painter and that, given the painter's renown with that public, that particularly rich conceptual reference is
such as greatly to reduce the resonance with which, in this case, the sign is endowed as a mark, among
others, of motor vehicles.

28. It follows from the foregoing that the first part of the plea in law is unfounded.

The second part of the plea in law

29. By the second part of the plea in law, the appellants claim that the Court of First Instance infringed
Article 8(1)(b) of Regulation No 40/94 in incorrectly applying the rule according to which the greater its
distinctive character, either per se or because of the reputation it possesses on the market, the broader the
protection which a mark enjoys (SABEL , paragraph 24, Canon , paragraph 18, and Lloyd Schuhfabrik
Meyer , paragraph 20).

30. In this connection, they note that, in determining the distinctive character of a mark and, accordingly, in
assessing whether it is highly distinctive, an overall assessment must be made of the greater or lesser capacity
of the mark to identify the goods or services for which it has been registered as coming from a particular
undertaking, and thus to distinguish those goods or services from those of other undertakings (see, in
particular, Lloyd Schuhfabrik Meyer , paragraph 22).

31. According to them, the sign PICASSO, which does not contain any element descriptive of motor
vehicles, is highly distinctive per se. In confining itself to considering, in paragraph 61 of the judgment under
appeal, the sign PICASSO without relating it to the goods concerned, the Court of First Instance failed to
consider the inherent distinctive qualities of that mark, that is its greater or lesser ability to identify those
goods as coming from a particular undertaking.

32. In that regard, it is enough to note that, as the Advocate General correctly observed in
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point 47 of his Opinion, it is apparent by implication but nevertheless clear from paragraph 57 in conjunction
with paragraph 61 of the judgment under appeal that the Court of First Instance did consider, after a factual
assessment which may not be reviewed by the Court in the context of an appeal, that the sign PICASSO is
devoid of any highly distinctive character per se with respect to motor vehicles.

33. It follows that the second part of the plea in law must be rejected.

The third and fourth parts of the plea in law

Arguments of the appellants

34. By the third and fourth parts of the plea in law, which must be considered together, the appellants claim
that the Court of First Instance misapplied Article 8(1)(b) of Regulation No 40/94 by holding, in paragraphs
59 and 60 of the judgment under appeal, that, for the purposes of assessing the likelihood of confusion in the
context of an opposition to an application for registration, account must be taken of the level of attention of
the average consumer at the time when he prepares and makes his choice between different goods or services.

35. According to the appellants, such an interpretation is too restrictive since it fails to have regard to the
rule formulated by the Court in paragraph 57 of Arsenal Football Club , according to which the mark must
be protected against possible confusion not only at the time of purchase of the product concerned, but also
before or after such a purchase. Furthermore, contrary to the finding also made by the Court of First Instance,
such a rule must operate in the same way whether the assessment of the likelihood of confusion is made
under Article 8(1)(b) of Regulation No 40/94, as in the present case, or under Article 9(1)(b) of that
regulation, namely with a view to establishing a possible infringement of trade mark rights as a result of the
use of a sign.

Findings of the Court

36. According to consistent case-law, the perception of marks in the mind of the average consumer of the
category of goods or services in question plays a decisive role in the global assessment of the likelihood of
confusion (see, inter alia, Lloyd Schuhfabrik Meyer , paragraph 25).

37. Thus, in particular, in order to assess the degree of similarity between the marks concerned, it is
necessary to determine the degree of visual, aural or conceptual similarity between them and, where
appropriate, to evaluate the importance to be attached to those different elements, taking account of the
category of goods or services in question and the circumstances in which they are marketed (Lloyd
Schuhfabrik Meyer , paragraph 27).

38. In that context, the Court has already held that, for the purpose of an overall assessment of the likelihood
of confusion, it must be borne in mind inter alia that the average consumer's level of attention is likely to
vary according to the category of goods or services in question (Lloyd Schuhfabrik Meyer , paragraph 26).

39. Therefore, the Court of First Instance was fully entitled to hold, in paragraph 59 of the judgment under
appeal, that, for the purposes of assessing, as provided for in Article 8(1)(b) of Regulation No 40/94, whether
there is any likelihood of confusion between marks relating to motor vehicles, account must be taken of the
fact that, in view of the nature of the goods concerned and in particular their price and their highly
technological character, the average consumer displays a particularly high level of attention at the time of
purchase of such goods.

40. Where it is established in fact that the objective characteristics of a given product mean that the average
consumer purchases it only after a particularly careful examination, it is important in law to take into account
that such a fact may reduce the likelihood of confusion between marks relating to such goods at the crucial
moment when the choice between those goods and marks is made.
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41. As to the fact that the relevant public is also likely to perceive such goods and the marks relating to
them in circumstances unconnected with any act of purchase and to display, where appropriate, a lower level
of attention on such occasions, the Court of First Instance was also fully entitled to observe, again in
paragraph 59 of the judgment under appeal, that the existence of such a possibility does not prevent the taking
into account of the particularly high level of attention exhibited by the average consumer when he prepares
and makes his choice between different goods in the category concerned.

42. First, it is clear that, whatever the goods and marks at issue, there will always be situations in which the
public faced with them will grant them only a low degree of attention. However, to require that account be
taken of the lowest degree of attention which the public is capable of displaying when faced with a product
and a mark would amount to denying all relevance, for the purpose of an assessment of the likelihood of
confusion, to the criterion relating to the variable level of attention according to the category of goods, noted
in paragraph 38 of this judgment.

43. Second, as observed by OHIM, the authority called upon to assess whether there is a likelihood of
confusion cannot reasonably be required to establish, for each category of goods, the consumer's average
amount of attention on the basis of the level of attention which he is capable of displaying in different
situations.

44. Nor does Arsenal Football Club militate against the foregoing analysis.

45. It must be noted that in that judgment the Court was called upon to rule on whether Article 5(1)(a) of
Directive 89/104 was to be interpreted as precluding the sale and offer for sale of goods when they were
marked with a sign identical to a mark registered by a third party in respect of the same goods.

46. After concluding that that was indeed the case, the Court stated that the fact that a sign to be found at
the place of sale of the goods at issue drew consumers' attention to the fact that those goods did not come
from the proprietor of the mark did not affect such a conclusion. It is against that particular background that
the Court, in paragraph 57 of Arsenal Football Club , referred in particular to the fact that even on the
assumption that that type of notice may be relied upon by the interested party as a defence, it was possible, in
the case which gave rise to that judgment, that some consumers, in particular if they came across the goods
after they had been sold and taken away from the place of sale, might interpret the sign affixed to those
goods as designating the proprietor of the mark concerned as the undertaking of origin of the goods.

47. In doing so, the Court did not in any way express a general rule from which it could be inferred that,
for the purposes of an assessment of the likelihood of confusion within the meaning of Article 5(1)(b) of
Directive 89/104 or Article 8(1)(b) of Regulation No 40/94, there is no need to refer specifically to the
particularly high level of attention displayed by consumers when purchasing a certain category of goods.

48. Finally, it must be stated that, by asserting in paragraph 60 of the judgment under appeal that the
question of the degree of attention of the relevant public to be taken into account for assessing the likelihood
of confusion is different from the question whether circumstances subsequent to the purchase situation may be
relevant for assessing whether there has been a breach of trade mark rights, as was accepted, as regards the
use of a sign identical to the trade mark, in Arsenal Football Club , the Court of First Instance did not,
contrary to the appellants' submission, in any way hold that the concept of likelihood of confusion under
Articles 8(1)(b) and 9(1)(b) of Regulation No 40/94 must be interpreted differently.

49. It follows from the foregoing that the third and fourth parts of the plea in law cannot be upheld.
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50. Since none of the parts of the single plea in law relied on by the appellants in support of their appeal is
well founded, that appeal must, consequently, be dismissed.

Costs

51. Under Article 69(2) of the Rules of Procedure which applies to appeal proceedings pursuant to Article
118 of those rules, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party's pleadings. As OHIM and DaimlerChrysler have applied for costs against the appellants
and the appellants have been unsuccessful in their plea in law, they must be ordered to pay the costs.
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Judgment of the Court (First Chamber)
of 30 June 2005

Eurocermex SA v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Appeal - Community trade mark - Article 7(1)(b) and (3) of Regulation (EC) No 40/94 -

Three-dimensional shape of a long-neck bottle in the neck of which a slice of lemon has been plugged -
Absolute ground for refusal - Distinctive character. Case C-286/04 P.

In Case C-286/04 P,

APPEAL under Article 56 of the Statute of the Court of Justice, brought on 29 June 2004,

Eurocermex SA, established in Evere (Belgium), represented by A. Bertrand, avocat,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Rassat, acting as Agent,

defendant at first instance,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, K. Lenaerts, K. Schiemann, E. Juhasz and M. Ilei
(Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: R. Grass,

having regard to the written procedure,

having decided, after hearing the Advocate General, to proceed to judgment without an Opinion,

gives the following

Judgment

On those grounds, the Court (First Chamber) hereby:

1. Dismisses the appeal;

2. Orders Eurocermex SA to pay the costs.

1. In its appeal, Eurocermex SA (Eurocermex') seeks to have set aside the judgment of the Court of First
Instance of the European Communities of 29 April 2004 in Case T-399/02 Eurocermex v OHIM (Shape of a
beer bottle) [2004] ECR II-0000 (the judgment under appeal') by which the latter dismissed its action for
annulment of the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM') of 21 October 2002 (Case R 188/2002-1) refusing registration of a
three-dimensional trade mark constituted by the shape of a long-neck bottle in the neck of which a slice of
lemon has been plugged, with a claim for the colours yellow and green (the contested decision').

Legal context

2. Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p.
1) provides in Article 7, which is headed Absolute grounds for refusal':

1. The following shall not be registered:

...
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(b) trade marks which are devoid of any distinctive character;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

Background to the dispute

3. On 27 November 1998 Eurocermex, which markets and distributes the Mexican beer CORONA' in Europe,
filed an application at OHIM, pursuant to Regulation No 40/94, for a three-dimensional Community trade
mark.

4. The mark in respect of which the application for registration was made is constituted by the
three-dimensional shape and colours of a transparent bottle, filled with a yellow liquid, having a long neck in
which a slice of lemon with a green skin has been plugged.

>image>0

5. The goods and services in respect of which registration of the trade mark was applied for come within
Classes 16, 25, 32 and 42 of the Nice Agreement concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended.

6. By decision of 21 December 2001, OHIM examiner refused the application for the goods beers, mineral
and aerated waters, fruit juices', covered by Class 32, and the services restaurants, bars, snack bars', covered
by Class 42, on the ground that the trade mark applied for was devoid of any distinctive character within the
meaning of Article 7(1)(b) of Regulation No 40/94 and that Eurocermex had failed to adduce evidence
showing that the trade mark had become distinctive in consequence of the use which had been made of it.

7. By the contested decision, the First Board of Appeal of OHIM set aside that part of the decision of the
examiner which refused the application in respect of mineral waters' under Class 32. It upheld the remainder
of the examiner's decision.

The proceedings before the Court of First Instance and the judgment under appeal

8. Eurocermex brought an action before the Court of First Instance for annulment of the contested decision in
so far as it rejected its application for registration of the trade mark in respect of the goods beers, aerated
waters, fruit juices' and the services restaurants, bars, snack bars'.

9. It submitted, in its first plea in law, that the trade mark applied for was not devoid of any distinctive
character within the meaning of Article 7(1)(b) of Regulation No 40/94 and, in its second plea, that the trade
mark had become distinctive in consequence of the use which had been made of it, within the meaning of
Article 7(3) of that regulation.

10. In respect of the first plea, the Court of First Instance, relying in particular on its judgment in Case
T-323/00 SAT.1 v OHIM (SAT.2) [2002] ECR II2839, held in paragraph 18 of the judgment under appeal
that the trade marks devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation
No 40/94 are, in particular, those which, from the point of view of the relevant section of the public, are
commonly used, in trade, for the presentation of the goods or services concerned or with regard to which
there exists, at the very least, concrete evidence justifying the conclusion that they are capable of being used
in that manner'.

11. In paragraph 25 of the judgment under appeal, the Court of First Instance stated that while, in order to
establish whether or not a complex mark, such as the mark applied for, has a distinctive
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character, the mark must be considered as a whole, that is not incompatible with an examination of each of its
individual features in turn.

12. As regards, first, the goods beers, aerated waters, fruit juices', after examining in turn, in paragraphs 26
and 27 of the judgment under appeal, the bottle depicted in the mark applied for, in paragraph 28, the slice of
lemon and, in paragraph 29, the colours used, the Court of First Instance concluded, in paragraph 30, that the
trade mark applied for consists of a combination of features, each of which is capable of being commonly
used, in trade, for the presentation of the products referred to in the application for registration and therefore
lacks any distinctive character in relation to those products'.

13. In paragraph 31 of the judgment under appeal, the Court of First Instance held that if a composite mark
comprises only features devoid of any distinctive character in respect of the products and services concerned,
it may be concluded that the overall mark is likewise likely to be commonly used, in trade, to present those
goods and services ([ SAT.1 v OHIM (SAT.2) , cited above], paragraph 49)' and that that would only not be
the case if concrete evidence, such as, for example, the way in which the various features are combined, were
to indicate that the composite trade mark, taken as a whole, is greater than the sum of its parts'.

14. The Court of First Instance found, in paragraph 32 of the judgment under appeal, that such evidence did
not exist on the ground, in particular, that, with... reference to the structure of the mark applied for, which is
distinguished by the fact that the slice of lemon is plugged in the neck of the bottle, it is difficult to imagine
other ways of combining those elements in a single three-dimensional form' and that it represents the only
way in which a drink can be decorated with a slice or a piece of lemon when the drink is consumed directly
from the bottle'. The Court added, in paragraphs 33 and 34 of the judgment under appeal, that any differences
that may exist between the shape and the colour which constitute the mark applied for and the shape and the
colour of other bottles used as a container for the products concerned do not alter [the] conclusion [that the
mark is devoid of any distinctive character]'.

15. The Court of First Instance therefore held, in paragraph 35 of the judgment under appeal, that that the
mark applied for is not capable of differentiating the products beers, aerated waters, fruit juices' and of
distinguishing them from those of a different commercial origin and that the mark thus lacks distinctive
character in relation to those products.

16. As regards, second, the services restaurants, bars, snack bars', the Court of First Instance stated, in
paragraph 36 of the judgment under appeal, that the particular aim of those services is the commercialisation
of the products beers, aerated waters, fruit juices' and that the fact that the mark applied for is capable of
being commonly used, in trade, for the presentation of those products is concrete evidence that that mark is
also capable of being commonly used, in trade, for the presentation of those services. The mark thus also
lacks a distinctive character in relation to the latter.

17. In respect of the second plea, the Court of First Instance held, in paragraphs 50 to 54 of the judgment
under appeal, that Eurocermex failed to establish that the mark applied for had become distinctive throughout
the Community in consequence of the use that was made of it within the meaning of Article 7(3) of
Regulation No 40/94.

The appeal

18. The appellant advances two grounds of appeal and claims that the Court of Justice should:

- set aside the judgment under appeal;

- annul the contested decision.
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19. OHIM requests the Court to dismiss the appeal and order the appellant to pay the costs.

The first ground of appeal, alleging breach of Article 7(1)(b) of Regulation No 40/94

The first limb, relating to taking into account the overall impression given by the mark applied for

20. In the first limb of its first ground of appeal, the appellant pleads that, when assessing whether the mark
applied for has distinctive character, the Court of First Instance did not consider, as it was required to do, the
overall impression given by the mark, but adopted the wrong approach by separating the mark into its
component parts and examining separately the shape of the bottle, the presence of the piece of lemon and the
colours used.

21. OHIM states in response that it is apparent from paragraphs 25 and 31 to 36 of the judgment under
appeal that, in concluding that the mark applied for lacks distinctive character in respect of the products and
services concerned, the Court of First Instance relied on an examination of the mark taken as a whole.

22. As the Court has consistently held, and as the Court of First Instance indeed recalled in paragraph 25 of
the judgment under appeal, the average consumer normally perceives a mark as a whole and does not proceed
to analyse its various details. Thus, in order to assess whether or not a trade mark has any distinctive
character, the overall impression given by it must be considered (see, inter alia, Joined Cases C-468/01 P to
C-472/01 P Procter &amp; Gamble v OHIM [2004] ECR I-5141, paragraph 44, and Case C-136/02 P Mag
Instrument v OHIM [2004] ECR I-0000, paragraph 20).

23. That does not mean, however, that the competent authority, responsible for ascertaining whether the trade
mark for which registration is sought is capable of being perceived by the public as an indication of origin,
may not first examine each of the individual features of the get-up of that mark in turn. It may be useful, in
the course of the competent authority's overall assessment, to examine each of the components of which the
trade mark concerned is composed (see, in particular, Procter &amp; Gamble v OHIM , cited above,
paragraph 45).

24. In the present case, after first examining in turn, in paragraphs 26 to 29 of the judgment under appeal, the
bottle depicted in the mark applied for, the slice of lemon and the colours used, the Court of First Instance
concluded, in paragraph 30, that the mark consists of a combination of features, each of which lacks any
distinctive character in relation to the products beers, aerated waters, fruit juices'.

25. In paragraph 31 of the judgment under appeal, the Court of First Instance held that if a composite mark
[such as the mark applied for] comprises only features devoid of any distinctive character in respect of the
products and services concerned, it may be concluded that the overall mark is likewise likely to be commonly
used, in trade, to present those goods and services'.

26. As the Court of Justice held in Case C-329/02 P SAT.1 v OHIM [2004] ECR I8317, at paragraph 35, in
assessing whether a composite mark has distinctive character, the overall perception of the mark by the
average consumer should be relied upon, and not the presumption that features individually devoid of
distinctive character cannot, on being combined, display such character.

27. In that case, relating to registration of the term SAT.2' as a trade mark, the Court of Justice set aside the
judgment of the Court of First Instance in SAT.1 v OHIM (SAT.2) , on the ground that the refusal to register
the term was founded on that presumption. The Court of Justice found that the Court of First Instance had
examined the overall impression given by the term only secondarily, refusing to give any relevance to aspects
such as the existence of an element of imaginativeness, which must be taken into account in such an analysis
(SAT.1 v OHIM , cited above, paragraph
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35).

28. In the judgment under appeal, the Court of First Instance, after examining separately each of the elements
comprising the mark applied for, likewise found that the mark was to be presumed to lack any distinctive
character. However, in contrast to the assessment which it had carried out in SAT.1 v OHIM (SAT.2), the
Court of First Instance continued its analysis by investigating in detail whether or not the mark, taken as a
whole, displayed such character.

29. It thus stated, in paragraph 32 of the judgment under appeal that, with more particular reference to the
structure of the mark applied for, which is distinguished by the fact that the slice of lemon is plugged in the
neck of the bottle, it is difficult to imagine other ways of combining those elements in a single
three-dimensional form', that it represents the only way in which a drink can be decorated with a slice or a
piece of lemon when the drink is consumed directly from the bottle' and that, consequently, the manner in
which the elements of the composite mark in question are combined is not capable of giving it a distinctive
character'.

30. It likewise held, in paragraph 33 of the judgment under appeal, that any differences that may exist
between the shape and the colour which constitute the mark applied for and the shape and the colour of other
bottles used as a container for the products concerned do not alter that conclusion [as to the mark's lack of
distinctive character]', because, seen as a whole, the mark applied for fails to differentiate itself materially
from the ordinary shapes of the containers for the products concerned, which are commonly used in trade, but
instead appears to be a variant of those shapes'.

31. Finally it concluded, in paragraph 35 of the judgment under appeal, that the mark applied for, as
perceived by the average consumer, who is reasonably well informed and reasonably observant and
circumspect, is not capable of differentiating the products referred to in the application for registration and of
distinguishing them from those of a different commercial origin'.

32. It follows that the Court of First Instance correctly based its assessment as to whether the mark applied
for has distinctive character on the overall impression which is conveyed by the shape and the arrangement of
the colours of the mark applied for, as required by the case-law recalled in paragraph 22 of the present
judgment.

33. The first limb of the first ground of appeal must therefore be rejected as unfounded.

The second limb, relating to finding that the mark applied for has distinctive character.

34. In the second limb of the first ground of appeal, the appellant contends that it is apparent from the
documentation referred to by the First Board of Appeal of OHIM that the mark applied for is perfectly
capable of enabling consumers to identify the origin of the products bearing it.

35. The appellant puts forward three arguments with regard to the bottle depicted in the mark applied for,
which is the bottle used as the container for CORONA beer. First, except for some Mexican beers, against
whose producers judgments have been obtained in this respect, beers sold on the Community market either use
bottles that are wide and stout at the base, with a neck accounting for less than a third of the overall height,
or, when they have a shape analogous to the bottle depicted, are generally n ot transparent. Second, the shape
of the bottle classically used for fruit juices displays no similarity at all with the bottle depicted, except for
being manufactured in clear glass. Finally, the average consumer will not be accustomed to seeing 33 centilitre
bottles used for lemonade, since this drink is offered for sale in l litre, or 1.5 litre, bottles.

36. Furthermore, the additional elements (the piece of lemon and the colours yellow and green) combined with
this particular shape of bottle in any event confer distinctive character on the overall mark applied for. In
particular, the practice of plugging a piece of lemon in the neck of the bottle is a feature specific to the
appellant's products. Only beer marketed under the mark SOL appears
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with a piece of lemon in the neck of the bottle, but this is clearly a case of replicating the traditional way of
sampling products bearing the CORONA trade mark.

37. Thus, in the appellant's submission, on the date upon which it filed its application with OHIM, the
association of this particular shape of bottle, of the piece of lemon and of the claimed colours yellow and
green was specific to its products. The mark applied for therefore enables the average consumer to identify the
origin of the products and services marketed under it.

38. The appellant adds that, in any event, it cannot be maintained that it is entirely usual to decorate fruit
juices and lemonade with a piece of lemon.

39. OHIM's primary claim is that the second limb of the first ground of appeal is inadmissible.

40. First, the appellant merely repeats some of the factual assertions already made at first instance, without
articulating any specific complaint vis-à-vis the judgment under appeal. Such a plea constitutes nothing more
than a request for re-examination of the application before the Court of First Instance, which, by virtue of
Article 58 of the Statute of the Court of Justice, the latter has no jurisdiction to entertain.

41. Second, its arguments result in the appraisal of the facts by the Court of First Instance being contested.
Save where the facts placed before the Court of First Instance are distorted, that appraisal does not constitute
a point of law which is subject, as such, to review by the Court of Justice on appeal. OHIM submits that the
findings made by the Court of First Instance disclose nothing from which distortion of the facts placed before
it could be presumed. Nor does the appellant in any way plead such distortion.

42. As to those submissions, it follows from Article 225 EC, the first paragraph of Article 58 of the Statute
of the Court of Justice and Article 112(1)(c) of the Rules of Procedure of the Court of Justice that an appeal
must indicate precisely the contested elements of the judgment which the appellant seeks to have set aside and
also the legal arguments specifically advanced in support of the appeal (see, inter alia, Case C-352/98 P
Bergaderm and Goupil v Commission [2000] ECR I5291, paragraph 34, and Case C234/02 P Ombudsman v
Lamberts [2004] ECR I2803, paragraph 76).

43. In addition, under Article 225 EC and the first paragraph of Article 58 of the Statute of the Court of
Justice, an appeal lies on a point of law only. The Court of First Instance thus has exclusive jurisdiction to
find and appraise the relevant facts and to assess the evidence. The appraisal of those facts and the assessment
of that evidence thus do not, save where the facts and evidence are distorted, constitute a point of law which
is subject, as such, to review by the Court of Justice on appeal (Mag Instrument v OHIM , cited above,
paragraph 39).

44. Here, in the second limb of the first ground of appeal the appellant merely asserts that the Court of First
Instance wrongly concluded that the mark applied for lacks distinctive character, without specifying what error
of law it made in interpreting and applying Article 7(1)(b) of Regulation No 40/94.

45. The appellant is therefore in actual fact requesting the Court of Justice to substitute its own appraisal of
the facts for that made by the Court of First Instance when analysing whether the mark applied for has
distinctive character.

46. Since no distortion of the facts and evidence by the Court of First Instance can be established here, the
second limb of the first ground of appeal must be declared inadmissible on the grounds set out in paragraph
43 of the present judgment.

The third limb, relating to the contested decision's reasoning as regards the services restaurants, bars and snack
bars'
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47. In the third limb of the first ground of appeal, the appellant submits that the First Board of Appeal of
OHIM does not in any way substantiate the reasons for which the mark applied for is unsuited for
distinguishing the services restaurants, bars and snack bars' supplied by the appellant from those supplied by
other undertakings.

48. OHIM states in response that, as regards the refusal to register the mark applied for in respect of those
services, paragraph 36 of the judgment under appeal sufficiently sets out the reasons for the assessment of the
Court of First Instance.

49. As pointed out in paragraph 42 of the present judgment, it follows from Article 225 EC, the first
paragraph of Article 58 of the Statute of the Court of Justice and Article 112(1)(c) of the Rules of Procedure
of the Court of Justice that an appeal must indicate precisely the contested elements of the judgment which
the appellant seeks to have set aside and also the legal arguments specifically advanced in support of the
appeal.

50. Where an appeal merely reproduces the pleas in law and arguments previously submitted to the Court of
First Instance, without even including an argument specifically identifying the error of law allegedly vitiating
the judgment under appeal, it fails to satisfy that requirement. In reality, such an appeal amounts to no more
than a request for re-examination of the application submitted to the Court of First Instance, which falls
outside the jurisdiction of the Court of Justice (see, in particular, Bergaderm and Goupil v Commission , cited
above, paragraph 35, and Ombudsman v Lamberts , cited above, paragraph 77).

51. Here, the appellant merely reproduces the line of argument previously put forward at first instance
concerning the alleged lack of reasoning in the contested decision, without indicating what error of law the
Court of First Instance made in the judgment under appeal.

52. Accordingly, the third limb of the first ground of appeal must be rejected as inadmissible and,
consequently, the ground of appeal must be rejected in its entirety.

The second ground of appeal, alleging breach of Article 7(3) of Regulation No 40/94

53. The appellant submits that, in light of the documents put in evidence, the mark applied for has been
widely promoted in a vigorous, constant and continuous manner, so that it is fully associated by the public
with the appellant's business.

54. As a preliminary plea, OHIM requests the Court to declare that certain documents annexed to the appeal
are inadmissible on the ground that they were not adduced before the First Board of Appeal of OHIM or the
Court of First Instance.

55. In addition, OHIM contends that the appellant merely summarises the factual assertions made before the
Court of First Instance without pleading any error of law made by the latter in the judgment under appeal and
that the Court of Justice therefore has no jurisdiction to entertain this ground of appeal.

56. As to those submissions, the appellant's assertion that it is apparent from the documents put in evidence
that the mark applied for has become distinctive in consequence of the use which has been made of it seeks
in reality to have the Court of Justice substitute its own appraisal of the facts for that of the Court of First
Instance set out in paragraphs 48 to 54 of the judgment under appeal.

57. Since distortion by the Court of First Instance of the facts or evidence put before it has not been alleged
in this ground of appeal, the latter must be rejected as inadmissible on the grounds set out in paragraph 43 of
the present judgment, without it being necessary to consider OHIM's request that some of the documents
annexed to the appeal be excluded from the proceedings because they were not adduced before the First
Board of Appeal of OHIM or the Court of First Instance.
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58. The entire appeal must therefore be dismissed.

Costs

59. Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of Article
118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since OHIM has applied for costs and the appellant has been unsuccessful, the
latter must be ordered to pay the costs.
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Judgment of the Court (First Chamber)
of 23 March 2006

Mülhens GmbH &amp; Co. KG v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Appeal - Community trade mark - Article 8(1)(b) of Regulation (EC) No 40/94 -

Likelihood of confusion - Word mark ZIRH - Opposition by the proprietor of the Community trade
mark SIR. Case C-206/04 P.

In Case C-206/04 P,

APPEAL under Article 56 of the Statute of the Court of Justice brought on 6 May 2004,

Mülhens GmbH &amp; Co. KG, established in Cologne (Germany), represented by T. Schulte-Beckhausen
and C. Musiol, Rechtsanwälte,

appellant,

the other parties to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and A. von Mühlendahl, acting as Agents,

defendant at first instance,

Zirh International Corp., established in New York (United States), represented by L. Kouker, Rechtsanwalt,

intervener at first instance,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, N. Colneric, J.N. Cunha Rodrigues, M. Ilei (Rapporteur) and
E. Levits, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Ferreira, Principal Administrator,

having regard to the written procedure and further to the hearing on 6 October 2005,

after hearing the Opinion of the Advocate General at the sitting on 10 November 2005,

gives the following

Judgment

On those grounds, the Court (First Chamber) hereby:

1. Dismisses the appeal;

2. Orders Mülhens GmbH &amp; Co. KG to pay the costs.

1. By its appeal, Mülhens GmbH &amp; Co. KG seeks to have set aside the judgment of the Court of First
Instance of the European Communities of 3 March 2004 in Case T355/02 Mülhens v OHIM - Zirh
International (ZIRH) [2004] ECR II-791 (hereinafter the judgment under appeal'), dismissing its action for
annulment of the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM) of 1 October 2002 (Case R 247/2001-2), rejecting the appellant's
opposition to the application for registration of the word sign ZIRH' (hereinafter the contested decision').

Legal framework

2. Article 8(1) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
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mark (OJ 1994 L 11, p. 1) provides:

Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.'

3. Article 8(2) of that regulation is in the following terms:

For the purposes of paragraph 1, Earlier trade marks means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

(i) Community trade marks;...

...'

4. Article 8(1)(b) of Regulation No 40/94 is in terms substantially identical to those of Article 4(1)(b) of
First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1).

Background to the dispute

5. On 21 September 1999, Zirh International Corp. (hereinafter Zirh Corp.') applied to OHIM for registration
as a Community trade mark of the word sign ZIRH' for the goods and services in Classes 3, 5 and 42 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended (hereinafter the Nice Agreement').

6. On 24 May 2000, the appellant filed notice of opposition under Article 42 of Regulation No 40/94 to
registration of the trade mark for all the goods and services covered by the application. That opposition was
based on the existence of an earlier Community trade mark, a mixed word and figurative mark containing the
verbal element SIR' accompanied by a heraldic figure, which had been registered for goods in Class 3 of the
Nice Agreement corresponding to the following description: Perfumery, essential oils, cosmetics, hair lotions,
dentifrices, soaps' (hereinafter the earlier mark').

7. That opposition was rejected by a decision of 29 June 2001 of the Opposition Division, which held, in
particular, that even though the goods and services in question might be marketed through the same channels
of distribution or in the same points of sale, the differences between the two marks manifestly outweighed the
phonetic similarity which could exist between those marks in certain official languages of the European Union,
with the result that there is no likelihood of confusion between the two marks.

8. On 10 July 2001, the appellant brought an appeal against that decision before the Second Board of Appeal
of OHIM, which, by the contested decision, dismissed the appeal and upheld the Opposition Division's
decision, the grounds of which it adopted.

Procedure before the Court of First Instance and the judgment under appeal

9. By application lodged at the Registry of the Court of First Instance on 4 December 2002,
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the appellant brought an action against the contested decision, seeking its annulment on the basis of a single
plea in law alleging misconstruction of the expression likelihood of confusion' for the purposes of Article
8(1)(b) of Regulation No 40/94.

10. The Court of First Instance first recalled, in paragraphs 33 to 43 of the judgment under appeal, the
applicable legislation and appropriate caselaw regarding likelihood of confusion' with an earlier trade mark.

11. The Court of First Instance then proceeded to make a global assessment of all relevant factors, bearing in
mind, in particular, their distinctive and dominant components, as a result of which it found that the phonetic
similarity between the marks in question is to a large extent counteracted. The Court expressed itself in the
following terms:

44 As regards the visual comparison of the opposing marks, it should be stated, first, that although the verbal
elements of those two marks have in common the second and third letters used, namely the letters ir, the
visual differences between them are not negligible in that the first two letters, s and z respectively, are
different. Moreover, those verbal elements are composed of a different number of letters, the letters ir being
followed by the letter h in the trade mark applied for. Furthermore, the verbal sign of the earlier mark is
accompanied by a heraldic device, whilst the mark applied for is made up exclusively of a verbal sign written
in ordinary characters. Accordingly, in the global assessment of the signs in question, the existence of
elements particular to each sign means that the overall impression of each sign is different.

45 As regards the phonetic similarity, OHIM does not dispute that the verbal elements contained in the two
trade marks have similarities in certain official languages of the European Union. As OHIM rightly pointed
out at paragraph 26 of its response, in a number of Member States the earlier mark will most probably be
pronounced as it is in English because sir is a well-known English word, even to non-English speakers. Even
if the Community mark applied for can be pronounced in various ways in different languages, it must be held,
as OHIM accepts, that the trade marks in question are phonetically similar, at least in the English-speaking
countries and in Spain, given that the respective differences between the pronunciations in English and in
Spanish are not particularly marked. Accordingly, the marks must be regarded as phonetically similar in those
countries.

46 As regards the conceptual comparison between the opposing trade marks, the applicant does not challenge
OHIM's findings on this point. As OHIM rightly submitted, there is no conceptual similarity since it is likely
that the average consumer in the Member States will think of the English word sir given the widespread
acquaintance with that word in Europe. Since the word zirh has no obvious meaning in any of the 11 official
languages of the European Union, the general public will accordingly perceive the word zirh as being an
invented word. It must for that reason be held that there is no conceptual similarity between the two trade
marks.

47 Consequently, there is no visual or conceptual similarity between the trade marks SIR and ZIRH. The
trade marks in question are phonetically similar in certain countries. It should be noted in that connection that,
according to the case-law, it is possible that mere phonetic similarity between trade marks may create a
likelihood of confusion ([Case C342/97] Lloyd Schuhfabrik Meyer [[1999] ECR I3819], paragraph 28, and
Case T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR II-43,
paragraph 42).

48 As has already been stated above at paragraphs 39 and 42, it is necessary to make a global assessment of
all factors relevant to the circumstances of the case based on the overall impression created by the trade marks
in question, bearing in mind, in particular, their distinctive and dominant components.

49 According to the case-law of the Court, the phonetic similarities may be counteracted by the
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conceptual differences between the trade marks in question. For there to be such a counteraction, at least one
of the marks at issue must have, from the point of view of the relevant public, a clear and specific meaning
so that the public is capable of grasping it immediately ([Case T292/01 PhillipsVan Heusen v OHIM -
Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II4335], paragraph 54).

50 In this case that is the position in relation to the verbal element of the earlier trade mark SIR, as has just
been pointed out in paragraph 46. That view is not invalidated by the fact that that word mark does not refer
to any characteristic of the goods in respect of which the registration of that mark has been made. That fact
does not prevent the relevant public from immediately grasping the meaning of that verbal element of the
earlier mark. The fact that one of the marks at issue has such a meaning is sufficient - where the other mark
does not have such a meaning or only a totally different meaning - to counteract to a large extent the
phonetic similarities between the two marks (see, to that effect, BASS ,... paragraph 54).

51 In the present case, that counteraction is corroborated by the fact that the marks SIR and ZIRH are also
visually different. In that connection, it should be noted, as OHIM rightly stated, that the degree of phonetic
similarity between two marks is of less importance in the case of goods which are marketed in such a way
that, when making a purchase, the relevant public usually also perceives visually the mark designating those
goods (see, to that effect, BASS ,... paragraph 55).

52 Contrary to the applicant's submission, that is the position in the present case. The applicant's arguments
that the goods covered by the earlier mark are not sold exclusively on sight and that an important channel for
the sale of the applicant's products is through perfumeries and hairdressing and beauty salons do not
undermine that conclusion.

53 It should be noted in that connection that the applicant has entirely failed to demonstrate that its goods
are usually sold in such a way that the public does not visually perceive the mark. The applicant merely
submits that one traditional sales channel is through perfumeries and hairdressing and beauty salons, such that
the consumer cannot select the product directly but only via a seller.

54 Even if perfumeries and hairdressing and beauty salons are important channels for the sale of the
applicant's goods, it is not in dispute that, even in those places, the goods are generally displayed on shelves
in such a way that consumers are able to examine them visually. Therefore, even if it is not excluded that the
goods in question may also be sold in response to an oral order, that method cannot be regarded as the usual
method of sale of those goods.'

12. Therefore the Court of First Instance concluded, in paragraph 55 of the judgment under appeal, that the
degree of similarity between the marks at issue is not sufficiently great for the Court to find that the relevant
public might believe that the goods concerned come from the same undertaking or, as the case may be, from
undertakings that are economically linked and, accordingly, dismissed the appellant's action.

The appeal

13. The appellant is asking the Court to set aside the judgment under appeal, to annul the contested decision
and to order OHIM to pay the costs. In support of its appeal, it relies on a single ground of appeal,
containing two parts, alleging misconstruction of Article 8(1)(b) of Regulation No 40/94. Each of the two
parts sets forth two distinct complaints.

14. OHIM and Zirh Corp. contend that the appeal should be dismissed and the appellant ordered to pay the
costs.

The first part of the single ground of appeal (the likelihood of confusion)
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The first complaint

- Arguments of the parties

15. The appellant submits that the partial similarity and the partial identity between the goods and services
concerned, on the one hand, and the phonetic similarity between the marks in question, on the other hand,
lead to the conclusion that there is a likelihood of confusion between those marks. According to the appellant,
who relies in that regard on paragraph 28 of the judgment in Lloyd Schuhfabrik Meyer , Article 8(1)(b) of
Regulation No 40/94 means that obvious similarity in one of the sensory criteria establishes a likelihood of
confusion. In this case, that risk results from the phonetic similarity.

16. OHIM does not dispute the appellant's analysis as regards the similarity of the marks. However, it argues
that the effect of Lloyd Schuhfabrik Meyer consists solely in the acceptance of the possibility that phonetic
similarity can be sufficient to establish the likelihood of confusion.

- Findings of the Court

17. At the outset, it must be noted that, according to the seventh recital in the preamble to Regulation No
40/94, the assessment of the likelihood of confusion depends on numerous elements and, in particular, on the
recognition of the trade mark on the market, the association which can be made with the used or registered
sign, and the degree of similarity between the trade mark and the sign and between the goods or services
identified.

18. The existence of a likelihood of confusion on the part of the public must therefore be appreciated
globally, taking into account all factors relevant to the circumstances of the case (see, to that effect, in respect
of Directive 89/104 Case C251/95 SABEL [1997] ECR I6191, paragraph 22, and Case C425/98 Marca
Mode [2000] ECR I4861, paragraph 40).

19. That global assessment must, as regards the visual, aural or conceptual similarity of the marks in
question, be based on the overall impression created by those marks, bearing in mind, in particular, their
distinctive and dominant components (see, in particular, in respect of Directive 89/104, SABEL , paragraph
23, and Lloyd Schuhfabrik Meyer , paragraph 25).

20. In that regard, after assessing the overall impression created by the two signs at issue, the Court of First
Instance held, in paragraph 47 of the judgment under appeal, that those signs are not visually or conceptually
similar but that, on the other hand, they are phonetically similar in certain countries, and did not rule out that
such similarity alone could create a likelihood of confusion.

21. It is conceivable that the marks' phonetic similarity alone could create a likelihood of confusion within
the meaning of Article 8(1)(b) of Regulation No 40/94 (see, in respect of Directive 89/104, Lloyd Schuhfabrik
Meyer , paragraph 28). However, it must be noted that the existence of such a likelihood must be established
as part of a global assessment as regards the conceptual, visual and aural similarities between the signs at
issue. In that regard, the assessment of any aural similarity is but one of the relevant factors for the purpose
of that global assessment.

22. Therefore, one cannot deduce from paragraph 28 of the judgment in Lloyd Schuhfabrik Meyer that
there is necessarily a likelihood of confusion each time that mere phonetic similarity between two signs is
established.

23. The Court of First Instance therefore correctly considered the overall impression created by the two signs
at issue, as regards their possible conceptual, visual and aural similarities, for the purpose of the global
assessment of the likelihood of confusion.

24. It follows that the first complaint in the first part of the single ground of appeal must
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be rejected as unfounded.

The second complaint

- Arguments of the parties

25. The appellant submits that aural similarity is sufficient to establish a likelihood of confusion if the goods
identified by the marks in question are not bought exclusively on sight. As regards the goods concerned,
consumers cannot help themselves in a number of shops where they therefore have to ask for them expressly.
In addition, those goods are very frequently bought by telephone. According to the appellant, the consumer
who has, in all those situations, only a phonetic perception of the mark SIR' has no knowledge of the visual
characteristics of the goods identified by that mark.

26. OHIM submits that the aural similarity is not decisive in this case because the goods concerned are
normally bought on sight. Indeed, it submits that those goods are marketed in such a way that, at the time of
sale, the relevant public perceives the mark as identifying those goods visually. Therefore, although it might
be possible to refer verbally to the goods concerned, OHIM argues that the channel of distribution requiring
an oral request does not represent the typical situation or means of sale of those goods. Consequently, it
concludes that there is, in this case, no likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94.

- Findings of the Court

27. As regards the appellant's second complaint concerning the effect of the methods of marketing the goods
in question, it must be stated that the appeal is asking, in reality, that the Court of Justice substitute its own
assessment of the facts for that of the Court of First Instance.

28. The Court of First Instance's decision, contained in paragraphs 52 to 54 of the judgment under appeal,
according to which the goods concerned are generally sold in such a way as to enable the relevant public to
examine them visually, constitutes a finding of fact which is outside the jurisdiction of the Court of Justice to
review on appeal. It is clear from the second subparagraph of Article 225(1) EC and the first paragraph of
Article 58 of the Statute of the Court of Justice that an appeal lies on points of law only. The Court of First
Instance thus has exclusive jurisdiction to find and appraise the relevant facts and to assess the evidence. The
appraisal of those facts and the assessment of that evidence thus do not, save where the facts and evidence are
distorted, constitute a point of law which is subject, as such, to review by the Court of Justice on appeal (see
Case C37/03 P BioID v OHIM [2005] ECR I0000, paragraph 43, and the caselaw there cited).

29. Since the appellant has not relied upon any distortion of the facts and evidence submitted to the Court of
First Instance, the second complaint in the first part of the single ground of appeal must be rejected as
inadmissible.

30. Therefore, it must be held, so far as the first part of the single ground of appeal is concerned, that the
Court of First Instance did not misconstrue the effect of Article 8(1)(b) of Regulation No 40/94.

31. It follows from the foregoing considerations that the first part of the single ground of appeal must be
rejected as being in part unfounded and in part inadmissible.

The second part of the single ground of appeal (counteraction of aural similarity)

The first complaint

- Arguments of the parties
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32. The appellant submits that the point of departure of the Court of First Instance's reasoning, as expressed
in paragraphs 48 and 49 of the judgment under appeal, is wrong. According to the appellant, aural similarity
cannot be counteracted by visual and conceptual differences.

33. OHIM contends that if the Court approves the reasoning developed by the Court of First Instance in
Phillips -Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) , paragraph 54,
according to which the conceptual and visual differences between two marks are likely to counteract their
aural similarities provided that at least one of those marks has, from the point of view of the relevant public,
a clear and specific meaning, so that the public is capable of grasping it immediately, it should apply it in this
case.

- Findings of the Court

34. As has been pointed out in paragraph 19 of this judgment, the global assessment must, as regards the
visual, aural or conceptual similarity of the marks in question, be based on the overall impression created by
those marks, bearing in mind, in particular, their distinctive and dominant components.

35. That global assessment means that conceptual and visual differences between two signs may counteract
aural similarities between them, provided that at least one of those signs has, from the point of view of the
relevant public, a clear and specific meaning, so that the public is capable of grasping it immediately (see, to
that effect, Case C361/04 P Ruiz-Picasso and Others v OHIM [2006] ECR I0000, paragraph 20).

36. Therefore, having stated correctly in paragraphs 48 and 49 of the judgment under appeal that the global
assessment also includes the assessment of the distinctive and dominant components of the signs in question
and that aural similarities may be counteracted by the conceptual differences between those signs, the Court of
First Instance could, without misconstruing the effect of Article 8(1)(b) of Regulation No 40/94, decide that
the degree of similarity between the signs at issue is not sufficiently great to find that the relevant public
might believe that the goods concerned come from the same undertaking or, as the case may be, from
undertakings that are economically linked.

37. It follows that the first complaint in the second part of the single ground of appeal must be rejected as
unfounded.

The second complaint

- Arguments of the parties

38. The appellant submits that the essential meaning of the trade mark SIR' is clear only if that trade mark is
pronounced in the English way. Its pronunciation in every other official language of the European Union is
meaningless and constitutes a sign of pure fantasy. Therefore, according to the appellant, the Court of First
Instance could not find that, in this case, one of the marks in question has a clear and specific meaning in
order to decide that the aural similarity is counter-acted by the conceptual and visual differences between the
two marks. The Court of First Instance therefore fell into error of law in the interpretation of Article 8(1)(b)
of Regulation No 40/94.

39. OHIM argues that the figurative trade mark SIR' involves a clear and specific meaning in the terms of
the judgment of the Court of First Instance in Phillips-Van Heusen v OHIM - Pash Textilvertrieb und
Einzelhandel (BASS) , paragraph 54. Therefore, the Court of First Instance did not make an error of law in
the interpretation of Article 8(1)(b) of Regulation No 40/94.

- Findings of the Court

40. As regards the appellant's second complaint, relating to the assessment of the conceptual and visual
differences of the signs at issue, it must be stated that the appeal is, in reality,
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asking the Court of Justice to substitute its own assessment of the facts for that of the Court of First Instance.

41. It is sufficient to point out, in that regard, that the Court of First Instance's decision contained in
paragraphs 50 and 51 of the judgment under appeal, according to which the visual and conceptual differences
between the signs at issue counteract their phonetic similarity, constitutes a finding of fact which is outside
the jurisdiction of the Court of Justice to review on appeal. Indeed, it is clear from the second subparagraph
of Article 225(1) EC and the first paragraph of Article 58 of the Statute of the Court of Justice that an appeal
lies on points of law only. The Court of First Instance thus has exclusive jurisdiction to find and appraise the
relevant facts and assess the evidence. The appraisal of those facts and the assessment of that evidence thus
do not, save where the facts and evidence are distorted, constitute a point of law which is subject, as such, to
review by the Court of Justice on appeal (see BioID v OHIM , paragraph 43, and the caselaw there cited).

42. Since the appellant has not relied upon any distortion of the facts or evidence submitted to the Court of
First Instance, the second complaint in the second part of the single ground of appeal must be rejected as
inadmissible.

43. Therefore, it must be held that, as regards the second part of the single ground of appeal, the Court of
First Instance did not misconstrue the effect of Article 8(1)(b) of Regulation No 40/94.

44. It follows from the foregoing considerations that the second part of the single ground of appeal must be
rejected as being in part unfounded and in part inadmissible.

45. Since neither part of the single ground of appeal raised by the appellant in support of its appeal is well
founded, the appeal must be dismissed.

Costs

46. Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of Article
118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since OHIM and Zirh Corp. have applied for costs and the appellant has been
unsuccessful, the latter must be ordered to pay the costs.
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Judgment of the Court (First Chamber)
of 12 January 2006

Deutsche SiSi-Werke GmbH &amp; Co. Betriebs KG v Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM). Appeal - Community trade mark - Article 7(1)(b) of

Regulation (EC) No 40/94 - Three-dimensional shapes of stand-up pouches for fruit drinks and fruit
juices - Absolute ground for refusal - Distinctive character. Case C-173/04 P.

In Case C-173/04 P,

APPEAL under Article 56 of the Statute of the Court of Justice, brought on 6 April 2004,

Deutsche SiSi-Werke GmbH &amp; Co. Betriebs KG, established in Eppelheim (Germany), represented by
H. Eichmann, G. Barth, U. Blumenröder, C. NiklasFalter, M. Kinkeldey, K. Brandt, A. Franke, U. Stephani,
B. Allekotte, E. Pfrang, K. Lochner and B. Ertle, Rechtsanwälte,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant at first instance,

THE COURT (First Chamber),

composed of P. Jann, President of the Chamber, K. Schiemann, K. Lenaerts, E. Juhasz and M. Ilei
(Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: K.H. Sztranc, Administrator,

having regard to the written procedure and further to the hearing on 16 June 2005,

after hearing the Opinion of the Advocate General at the sitting on 14 July 2005,

gives the following

Judgment

On those grounds, the Court (First Chamber) hereby:

1. Dismisses the appeal;

2. Orders Deutsche SiSi-Werke GmbH &amp; Co. Betriebs KG to pay the costs.

1. By its appeal, Deutsche SiSi-Werke GmbH &amp; Co. Betriebs KG seeks to have set aside the judgment
of the Court of First Instance of the European Communities of 28 January 2004 in Joined Cases T146/02 to
T153/02 Deutsche SiSi-Werke v OHIM (Flat-bottomed pouches) [2004] ECR II-447 (the judgment under
appeal'), by which the Court of First Instance dismissed its actions against the decisions of the Second Board
of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 28
February 2002 (Cases R 719/19992 to R 724/19992, R 747/19992 and R 748/19992) refusing registration of
eight three-dimensional marks consisting of different stand-up pouches for drinks (the contested decisions').

Legal context

2. Article 7(1)(b) and (c) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), states:
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The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service'.

Background to the dispute

3. On 8 July 1997 the appellant filed eight applications for registration of threedimensional Community trade
marks at OHIM under Regulation No 40/94.

4. Those marks consist of shapes of various stand-up pouches for packaging drinks. The pouches have a
convex form, are wider at the bottom and, viewed straight on, look, depending on the application concerned,
somewhat like an elongated triangle or an oval with, in some cases, concave sides.

5. The goods in respect of which registration of the trade marks was applied for, taking into account the
amendments made by the appellant in that regard, are fruit drinks and fruit juices', in Class 32 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

6. By decisions of 24 and 27 September 1999, the OHIM examiner refused the eight registrations on the
ground that the trade marks applied for were devoid of any distinctive character.

7. By the contested decisions, the Second Board of Appeal of OHIM confirmed the decisions of the
examiner. It took the view, in essence, that consumers would not perceive the stand-up pouches as an
indication of commercial origin but solely as a form of packaging. It added that, in the interests of
competitors, packaging manufacturers and beverage producers, there could be no monopoly in this type of
packaging.

The procedure before the Court of First Instance and the judgment under appeal

8. The appellant brought actions before the Court of First Instance seeking annulment of the contested
decisions.

9. By the judgment under appeal, the Court of First Instance held that the Second Board of Appeal of OHIM
had correctly found that the trade marks applied for were devoid of any distinctive character with regard to
fruit drinks and fruit juices.

10. In paragraphs 39 to 43 of the judgment under appeal, the Court of First Instance did not accept the
appellant's argument that packaging fruit drinks and fruit juices in stand-up pouches is, in itself, unusual.

11. Since the appellant then maintained that the representations claimed have design features which are not
merely commonplace or functional attributes, the Court of First Instance, after having carried out, in
paragraphs 44 to 51 of the judgment under appeal, an examination of each of the individual features in turn,
considered, in paragraph 52 of that judgment, the overall impression produced by the appearance of the
pouches concerned and concluded that those representations were devoid of any distinctive character.

12. Accordingly, after having rejected the remaining arguments raised by the appellant, the Court of First
Instance dismissed its actions and ordered it to pay the costs.

The appeal
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13. By its appeal, in support of which it puts forward three pleas in law, the appellant claims that the Court
should set aside the judgment under appeal and order OHIM to pay the costs.

14. OHIM contends that the Court should dismiss the appeal and order the appellant to pay the costs.

The first part of the first plea

Arguments of the parties

15. By the first part of its first plea, the appellant submits that the Court of First Instance failed to have
regard to the sector of the goods in respect of which registration was sought and, as a result, the shapes of
packaging which must be used for comparison in assessing the distinctive character of the trade marks
requested.

16. The appellant submits that, in the beverages sector, contrary to the arbitrary assumption made in
paragraph 38 of the judgment under appeal, consumers have for a long time been used to seeing in the
packaging of a product an indication of its origin. Thus, the shape of drinks packaging constitutes a means of
identification which is understood by the average consumer as an indication of origin and therefore as a trade
mark.

17. It follows that, in accordance with established case-law, the shape of drinks packaging which departs
significantly from the norm or customs of the sector fulfils its essential function of indicating origin.

18. According to the appellant, the Court of First Instance itself held that there is no evidence of use of
stand-up pouches for fruit drinks and fruit juices. On the European market, with the exception of the
appellant's goods, fruit drinks and fruit juices are packaged solely in glass bottles or in cartons. Consequently,
those pouches do not constitute a usual form of packaging for those drinks and their distinctive character
should have been recognised.

19. The Court of First Instance erred in law in its assessment of the normal character of those pouches by
taking account not of the customs in the sector of fruit drinks and fruit juices at European level, but of the
customs in the sector of liquids for human consumption in general or worldwide.

20. The Court of First Instance also erred in law by classifying the stand-up pouches in question as basic
geometric shapes'. Since, apart from those used by the appellant, stand-up pouches are not used on the
European market of fruit drinks and fruit juices, there could be no basic shape' for such a pouch for those
goods.

21. OHIM contends that, according to established case-law, when assessing the distinctive character of the
shape of packaging, it should be checked whether the average consumer is actually in a position to notice that
shape, over and above its function as a container, as an indication of the commercial origin of the goods in
question. In that regard, a mark fulfils its function of indicating origin when it departs significantly from the
norm or customs of the sector.

22. When it refers to the departure of a shape from the norm or customs of the sector, that case-law defines
a wider field of comparison than that of the normal shapes of the goods covered by the trade mark
application. According to OHIM, if a consumer has already become accustomed to seeing a particular type of
packaging for a particular product, when first he sees the same type of packaging used for a different product,
he will still think of it only as a type of packaging and not as an indication of the origin of the other product.
Accordingly, it would be wrong to assess the public's perception by taking into consideration solely packaging
already in existence for only those goods referred to in the application for trade mark registration.

23. Thus, the Court of First Instance did not err in law by taking into consideration the packaging
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of liquids for human consumption other than those for which registration of the trade marks was sought.

24. Furthermore, the manner in which the Court of First Instance defined in concrete terms the items for
comparison necessary to the assessment of the public's perception is a question of finding and appraisal of the
facts and cannot be subject to review by the Court as part of an appeal.

Findings of the Court

25. In accordance with established case-law, the distinctive character of a trade mark, within the meaning of
Article 7(1)(b) of Regulation No 40/94, must be assessed, firstly, by reference to the goods or services in
respect of which registration has been applied for and, secondly, by reference to the perception of them by the
relevant public, which consists of average consumers of the goods or services in question, who are reasonably
well informed and reasonably observant and circumspect (see Joined Cases C456/01 P and C457/01 P Henkel
v OHIM [2004] ECR I5089, paragraph 35 and case-law cited).

26. In the present case, it is not disputed that registration of the marks in question is sought in respect of
fruit drinks and fruit juices and that the relevant public consists of all end consumers, as the Court of First
Instance held in paragraphs 34 and 36 of the judgment under appeal.

27. According to equally established case-law, the criteria for assessing the distinctive character of
three-dimensional marks consisting of the shape of the product itself are no different from those applicable to
other categories of trade mark (see Henkel v OHIM , paragraph 38, and Case C136/02 P Mag Instrument
v OHIM [2004] ECR I9165, paragraph 30).

28. None the less, as the Court of First Instance correctly noted in paragraph 37 of the judgment under
appeal, for the purpose of applying those criteria, the relevant public's perception is not necessarily the same
in the case of a three-dimensional mark consisting of the appearance of the product itself as it is in the case
of a word or figurative mark consisting of a sign unrelated to the appearance of the products it denotes.
Average consumers are not in the habit of making assumptions about the origin of products on the basis of
their shape or the shape of their packaging in the absence of any graphic or word element and it could
therefore prove more difficult to establish distinctiveness in relation to such a three-dimensional mark than in
relation to a word or figurative mark (see, inter alia, Henkel v OHIM , paragraph 38, and Mag
Instrument v OHIM , paragraph 30).

29. With regard, in particular, to three-dimensional trade marks consisting of the packaging of goods, such as
liquids, which are packaged in trade for reasons linked to the very nature of the product, the Court has held
that they must enable average consumers of the goods in question, who are reasonably well informed and
reasonably observant and circumspect, to distinguish the product concerned from those of other undertakings
without conducting an analytical or comparative examination and without paying particular attention (see, to
that effect, with regard to Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), which provision is
identical to Article 7(1)(b) of Regulation No 40/94, Case C218/01 Henkel [2004] ECR I1725, paragraph
53).

30. The Court of First Instance did not therefore err in law by holding, in paragraph 38 of the judgment
under appeal, that the average consumer will see the form of drinks packaging as an indication of the
product's commercial origin only if that form may be perceived immediately as such an indication. Moreover,
in the same paragraph of the judgment under appeal, the Court of First Instance in no way held that the
consumer would, as a matter of principle, be indifferent to the shape as an indication of origin or that the
packaging of liquid goods could never have a distinctive character within the meaning of Article 7(1)(b) of
Regulation No 40/94.
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31. According to established case-law, only a mark which departs significantly from the norm or customs of
the sector and thereby fulfils its essential function of indicating origin is not devoid of any distinctive
character for the purposes of Article 7(1)(b) of Regulation No 40/94 (Henkel v OHIM , paragraph 39, and
Mag Instrument v OHIM , paragraph 31).

32. First, it does not follow from that case-law that it is necessary systematically to restrict the sector for the
purposes of comparison to the actual goods in respect of which registration is sought. It cannot be excluded
that the consumers of a given product may in certain cases be influenced, in their perception of the trade
mark which the product bears, by the marketing methods used for other goods which they also use. Thus,
depending on the nature of the goods in question and the trade mark applied for, it may be necessary, for the
purposes of assessing whether or not the trade mark is devoid of any distinctive character, to take into
consideration a wider sector.

33. In particular, when, as in the present case, the trade mark for which registration is sought consists of the
three-dimensional shape of the packaging of the goods in question - a fortiori where the goods, because of
their very nature, must be packaged in order to be marketed, so that the packaging chosen imposes its shape
on the goods and, for the purposes of examining an application for registration as a mark, must be assimilated
to the shape of the product (Henkel , supra, paragraph 33) -, the relevant norm or customs may be those
which apply in the sector of the packaging of goods which are of the same type and intended for the same
consumers as those goods in respect of which registration is sought.

34. It cannot be excluded that the average consumer, who is accustomed to seeing various products from
different undertakings packaged in the same type of packaging, does not at first identify the use of that type
of packaging by an undertaking for the marketing of a given product as being, of itself, an indication of
origin, when the same product is marketed by competitors of that undertaking in other types of packaging. In
that regard, it should be noted that the average consumer, who does not make a study of the market, will not
know in advance that only one undertaking markets a given product in a certain type of packaging whilst its
competitors use other types of packaging for that product.

35. Second, restriction of the sector in which the comparison is to be made falls within the appraisal of the
facts. As is clear from Article 225 EC and the first paragraph of Article 58 of the Statute of the Court of
Justice, an appeal lies on a point of law only. The Court of First Instance thus has exclusive jurisdiction to
find and appraise the relevant facts and to assess the evidence. The appraisal of those facts and the assessment
of that evidence thus does not, save where they distort the evidence, which is not claimed in this case,
constitute a point of law which is subject, as such, to review by the Court of Justice on appeal (see Case
C104/00 P DKV v OHIM [2002] ECR I7561, paragraph 22, and Mag Instrument v OHIM ,
paragraph 39).

36. Accordingly, the Court of First Instance was able, without erring in law, to take into consideration the
types of packaging used on the European market for liquids for human consumption in general in order to
determine whether the use of one or other of the eight stand-up pouches in question enables the average
consumer of fruit drinks and fruit juices to distinguish, without conducting an analytical or comparative
examination and without paying particular attention, the appellant's goods from those of other undertakings.

37. Similarly, the Court of First Instance could legitimately refer, in paragraphs 47, 48 and 52 of the
judgment under appeal, to the standard shape', the basic shape', the standard form' or the standard appearance'
of the stand-up pouches, which shapes and appearance it was able to determine on the basis of stand-up
pouches used for the marketing of liquids for human consumption on the European market.
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38. The first part of the first plea must therefore be rejected.

The second plea

Arguments of the parties

39. By the first part of the second plea, the appellant submits that the Court of First Instance set too high a
requirement for the three-dimensional trade marks having regard to the low degree of distinctive character
needed to fulfil the requirements of Article 7(1)(b) of Regulation No 40/94. The Court of First Instance
should have applied the same practice as that developed for two-dimensional trade marks, according to which
marks that depart only slightly from simple geometric shapes may nevertheless be registered.

40. Even if it were accepted that stand-up pouches constitute normal forms of packaging for fruit drinks and
fruit juices on the European market, the threedimensional shapes of the pouches in respect of which
registration as Community trade marks is sought have sufficient design features to be able to fulfil their
function of indicating origin.

41. By the second part of the same plea, the appellant submits that where, as in the present case, OHIM has
already allowed registration of other trade marks of the same type in the same sector and, at the same time,
the marks applied for have already been registered in a number of Member States as national trade marks, it
is for OHIM and the Court of First Instance to justify why those trade marks would not be perceived by the
average consumer as an indication of the origin of the goods. The Court of First Instance has not provided
such justification in the judgment under appeal.

42. In response to the first part of the second plea, OHIM submits that the Court of First Instance did not
apply more stringent requirements with regard to the distinctiveness of three-dimensional trade marks, but
merely recalled established case-law, according to which the perception of the public is not necessarily the
same in relation to a three-dimensional mark consisting of the appearance of the product as it is in relation to
a word mark or a figurative mark.

43. OHIM adds that, in an appeal, the appellant cannot validly challenge the factual assessment made by the
Court of First Instance in paragraph 52 of the judgment under appeal, according to which the design features
of the trade marks applied for are too insignificant to be retained by the relevant public.

44. With regard to the second part of that plea, OHIM takes the view that the complaint alleging a lack of
reasoning is clearly unfounded. The fact that a trade mark has been registered at national level creates no
obligation on the Court of First Instance to give specific reasons where it intends to give a decision different
from that of a national authority. The Court of First Instance is merely required to give reasons for its
application of the law.

Findings of the Court

45. With regard to the first part of the plea, for a trade mark to possess distinctive character for the purposes
of Article 7(1)(b) of Regulation No 40/94, it must serve to identify the goods or services in respect of which
registration is applied for as originating from a particular undertaking, and thus to distinguish the goods or
services from those of other undertakings (see Henkel v OHIM , paragraph 34, and Mag Instrument v
OHIM , paragraph 29).

46. Firstly, inasmuch as it complains that the Court of First Instance held, in paragraphs 37 and 38 of the
judgment under appeal, that the perception of the relevant public is not necessarily the same in the case of a
three-dimensional trade mark, consisting of the appearance of the product itself, as in the case of a word or
figurative mark, and that the average consumer perceives the shape of drinks packaging as an indication of the
commercial origin of the product only if that

© An extract from a JUSTIS database



62004J0173 European Court reports 2006 Page 00000 7

shape is likely to be perceived from the outset as such an indication, that part of the plea is unfounded for the
reasons set out in paragraphs 28 to 30 of the present judgment.

47. Secondly, inasmuch as it complains that the Court of First Instance held, in paragraphs 44 to 52 of the
judgment under appeal, that the three-dimensional shapes of the pouches in respect of which registration is
sought as Community trade marks do not have a sufficient number of design features to fulfil their function of
indicating origin, that part of the plea seeks to challenge the factual assessment made by the Court of First
Instance and must be declared inadmissible for the reasons set out in paragraph 35 of the present judgment.

48. With regard to the second part of the second plea, it is necessary to point out, first of all, that decisions
concerning registration of a sign as a Community trade mark which the Boards of Appeal of OHIM are called
on to take under Regulation No 40/94 are adopted in the exercise of circumscribed powers and are not a
matter of discretion. Accordingly, as the Court of First Instance essentially held in paragraph 55 of the
judgment under appeal, the legality of those decisions must be assessed solely on the basis of that regulation
and not on the basis of a previous decision-making practice of those boards (Case C37/03 P BioID v
OHIM [2005] ECR I-0000, paragraph 47).

49. Secondly, the Court of First Instance was correct in holding, in paragraph 56 of the judgment under
appeal, that registrations already made in Member States are only factors which may merely be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark
(see, to that effect, with regard to registration of national trade marks in various Member States by application
of Directive 89/104, Henkel , paragraphs 62 and 63). It is appropriate to add that there is no provision in
Regulation No 40/94 requiring OHIM or, on appeal, the Court of First Instance, to come to the same
conclusions as those arrived at by national authorities in similar circumstances (see, to that effect, DKV v
OHIM , paragraph 39).

50. Accordingly, it must be held that the Court of First Instance, which set out at length the reasons why the
trade marks applied for come under the ground for refusal of registration in Article 7(1)(b) of Regulation No
40/94, gave sufficient reasons for its decision.

51. The second plea must be rejected.

The second part of the first plea and the third plea

Arguments of the parties

52. By the second part of the first plea and the third plea, which it is appropriate to consider together, the
appellant submits, essentially, that the Court of First Instance erred in assessing the distinctive character of the
trade marks applied for, within the meaning of Article 7(1)(b) of Regulation No 40/94, in the light of the
interest of possible competitors in being able to use stand-up pouches for their own goods.

53. It recalls that, in accordance with the case-law of the Court, each of the grounds for refusal of
registration listed in Article 7(1) of Regulation No 40/94 is independent of the others and calls for separate
examination. In addition, it is appropriate to interpret those grounds for refusal in the light of the general
interest underlying each of them.

54. In the present case, the Court of First Instance assessed the distinctive character of the trade marks
applied for from the point of view of fictitious basic shapes and of the possible use, in future, of stand-up
pouches for the goods concerned. However, the question whether stand-up pouches may be used by
competitors for fruit drinks and fruit juices is outside the assessment of distinctive character within the
meaning of Article 7(1)(b) of Regulation No 40/94, but falls solely under Article 7(1)(c).
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55. The general interest which underlies Article 7(1)(b) of Regulation No 40/94 includes the interest of the
average consumer in being able to recognise the goods covered by a trade mark and in associating them with
a particular manufacturer. The interest of competitors is sufficiently taken into account under Article 7(1)(c) of
Regulation No 40/94 - which provision has not been relied on against the applications for registration of the
trade marks at issue.

56. In the alternative, the appellant claims that, in the assessment of the interest of possible competitors in
being able to use stand-up pouches for their own goods, the Court of First Instance wrongly failed to take
into consideration the fact that for years the appellant has used such pouches to package its goods without
being imitated.

57. OHIM submits that, where a trade mark is devoid of distinctive character, the general interest of
consumers cannot preclude registration of that trade mark being refused pursuant to Article 7(1)(b) of
Regulation No 40/94. By definition, consumers do not identify that trade mark as an indication of the origin
of the goods. Accordingly, the appellant's arguments in that regard are without any legal basis and must be
rejected as manifestly unfounded.

58. Furthermore, it follows from paragraph 54 of the judgment under appeal that the Court of First Instance
did not make the risk of creating a monopoly in stand-up pouches a criterion for application of Article 7(1)(b)
of Regulation No 40/94, such that there is no need in the present case to consider whether such a risk truly
exists.

Findings of the Court

59. According to established case-law, each of the grounds for refusal to register listed in Article 7(1) of
Regulation No 40/94 is independent of the others and requires separate examination. Moreover, it is
appropriate to interpret those grounds for refusal in the light of the general interest which underlies each of
them. The general interest to be taken into consideration when examining each of those grounds for refusal
may or even must reflect different considerations according to the ground for refusal in question (Henkel v
OHIM , paragraphs 45 and 46; Case C329/02 P SAT.1 v OHIM [2004] ECR I8317, paragraph 25, and
BioID v OHIM , paragraph 59).

60. Article 7(1)(b) of Regulation No 40/94 is intended to preclude registration of trade marks which are
devoid of distinctive character which alone renders them capable of fulfilling the essential function of a trade
mark, which is to guarantee the identity of the origin of the marked product or service to the consumer or
end-user by enabling him, without any possibility of confusion, to distinguish the product or service from
others which have another origin (see, in particular, Case 102/77 Hoffmann-La Roche [1978] ECR 1139,
paragraph 7; Case C299/99 Philips [2002] ECR I-5475, paragraph 30, and SAT.1 v OHIM , paragraph
23).

61. In view of the extent of the protection afforded to a trade mark by Regulation No 40/94, the public
interest underlying Article 7(1)(b) of that regulation is, manifestly, indissociable from the essential function of
a trade mark (SAT.1 v OHIM , paragraph 27, and BioID v OHIM , paragraph 60).

62. By prohibiting the registration as Community trade marks of signs or indications which may serve, in
trade, to designate characteristics of the goods or services in respect of which registration is sought, Article
7(1)(c) of Regulation No 40/94 pursues an aim which is in the public interest, namely that such signs or
indications may be freely used by all. That provision accordingly prevents such signs and indications from
being reserved to one undertaking alone because they have been registered as trade marks (see Case C191/01
P OHIM v Wrigley [2003] ECR I12447, paragraph 31, and orders in Case C326/01 P Telefon &amp;
Buch v OHIM [2004] ECR I1371, paragraph 27, and Case C150/02 P Streamserve v OHIM [2004]
ECR I1461, paragraph 25).
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63. In those circumstances, as the Court has already held, the criterion according to which trade marks which
are capable of being commonly used, in trade, for the presentation of the goods or services in question may
not be registered is relevant in the context of Article 7(1)(c) of Regulation No 40/94 but it is not the
yardstick by which Article 7(1)(b) must be interpreted (SAT.1 v OHIM , paragraph 36, and BioID v
OHIM , paragraph 62).

64. In paragraph 31 of the judgment under appeal, the Court of First Instance held that trade marks devoid
of any distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 are, in particular,
those which, from the point of view of the relevant public, are commonly used, in trade, for the presentation
of the goods or services concerned or with regard to which there exists, at the very least, concrete evidence
justifying the conclusion that they are capable of being used in that manner'. Moreover, it held, in the final
sentence of paragraph 41 of the same judgment, that there is concrete evidence that stand-up pouches are
capable of being used' in trade for presentational purposes for the products concerned and, in the final
sentence of paragraph 42 of that judgment, that the expected development of this type of packaging confirms...
that its use is unexceptional'.

65. Clearly, however, despite those findings in the judgment under appeal, the Court of First Instance did not
base its decision on the criterion mentioned in paragraph 63 of the present judgment.

66. It is apparent from the first and second sentences of paragraph 42 of the judgment under appeal that,
irrespective of whether stand-up pouches are capable of being used for fruit drinks and fruit juices, the Court
of First Instance found that the trade marks applied for were devoid of any distinctive character on the ground
that that form of packaging is already in general use in the Community for liquids for human consumption
and that, therefore, it is not sufficiently unusual for the average consumer to perceive it, per se, as an
indication of the specific commercial origin of a product within that category.

67. The Court of First Instance thus reached that conclusion on the basis not of the possibility that stand-up
pouches may be commonly used in future in the sector of liquids for human consumption - which it used as
the framework for its analysis - but of the finding that they are already commonly used. In so doing, the
Court of First Instance based its conclusion on a proper criterion.

68. It was therefore merely for the sake of completeness that the Court of First Instance held in addition, in
the final sentences of paragraphs 41 and 42 of the judgment under appeal, that stand-up pouches were capable
of being used in future by competitors of the appellant for fruit drinks and fruit juices.

69. Furthermore, it should be observed that, in paragraph 32 of the judgment under appeal, the Court of First
Instance correctly stated that the interest that competitors of an applicant for a three-dimensional mark
consisting of the product's design may have in being able freely to choose shapes and patterns for their own
products is not in itself a ground for refusing registration of such a mark, nor a criterion sufficient in itself for
the assessment of the mark's distinctive character'.

70. In fact, in the analysis of the trade marks applied for which it carried out in paragraphs 44 to 54 of the
judgment under appeal, the Court of First Instance did not in any way base its findings on the interest of
possible competitors, but limited itself to determining whether those trade marks enable the average consumer
of fruit drinks and fruit juices to distinguish, without any possibility of confusion, the goods of the appellant
from those of a different commercial origin.

71. Consequently, the second part of the first plea and the third plea must also be rejected and, as a result,
the appeal must be dismissed.

Costs
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72. Under Article 69(2) of the Rules of Procedure, which apply to the procedure on appeal by virtue of
Article 118 thereof, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party's pleadings. Since OHIM applied for the appellant to be ordered to pay the costs and the
appellant has been unsuccessful, it must be ordered to pay the costs.
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Order of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Energy Technologies ET SA v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Representation by a lawyer - Manifest inadmissibility. Case T-445/04.

In Case T-445/04,

Energy Technologies ET S.A. , established in Fribourg (Switzerland), represented by A. Boman,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),

defendant,

the other party to the proceedings before the Board of Appeal of OHIM being

Aparellaje eléctrico, SL , established in Hospitalet de Llobregat (Spain),

ACTION brought against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market (OHIM) of 7 July 2004 (Case R 366/20024) concerning an application for registration of the
word mark UNEX as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber)

composed of H. Legal, President, P. Mengozzi and I. Wiszniewska-Biaecka, Judges,

Registrar: H. Jung,

makes the present

Order

Facts and procedure

1. By application lodged at the Registry of the Court of First Instance on 10 November 2004, the applicant
brought an action against the decision of 7 July 2004 of the Fourth Board of Appeal of the Office for
Harmonisation in the Internal Market (OHIM) (Case R 366/20024).

2. The application states that the applicant is represented by Ms Angela Boman, Attorney at Law. This
application is accompanied by an attestation from the President of the Administrative Court of the Region of
Gothenburg (Sweden) certifying that Ms Boman is an Attorney at Law authorised to represent clients and to
act on her own before all courts in Sweden. The application is signed by Ms Boman.

3. On 3 December 2004 the Court of First Instance, pursuant to Article 44(6) of its Rules of Procedure,
requested Ms Boman to lodge evidence that, as required by Article 19 of the Statute of the Court of Justice,
she is authorised to practise as a lawyer before a court of a Member State, that is to say, that she is
authorised, in Sweden, to practise as an advokat. In response to this request, Ms Boman stated on 10
December 2004 that, although she was not a member of the Swedish Bar (Advokatsamfundet ), she was
authorised to practise before the Swedish courts inasmuch as she held a Master of Laws diploma (juris
kandidatexamen ) and had completed a two-year training period within the Swedish court system
(notarietjänstgöring ).

Law

4. Article 111 of the Rules of Procedure of the Court of First Instance provides that, where an action brought
before the Court is manifestly inadmissible or manifestly lacking any foundation
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in law, the Court may, by reasoned order, without taking further steps in the proceedings, give a decision on
the action.

5. In the present case the Court decides, pursuant to that article, to give a decision without taking further
steps in the proceedings.

6. Pursuant to the third paragraph of Article 19 of the Statute of the Court of Justice, which is applicable to
proceedings before the Court of First Instance by virtue of Article 53 of that Statute, non-privileged parties
must be represented before the Community Courts by a lawyer, that is to say, in the Swedish version, by an
advokat. According to Swedish legislation, the title of advokat ' is reserved to persons who have a Masters
qualification in law and have been admitted to the Bar.

7. Moreover, it is clear from the fourth paragraph of Article 19 of the Statute of the Court of Justice that two
cumulative conditions must be satisfied in order for a person to be able validly to represent parties other than
Member States and Community institutions before the Community Courts: that person must be a lawyer
(advokat, according to the Swedish version) and he must be authorised to practise before a court of a Member
State or of another State which is a party to the EEA Agreement. Those requirements are essential formal
rules and failure to comply with them will result in the action being inadmissible.

8. The reason for the requirement imposed by Article 19 of the Statute of the Court of Justice is that a lawyer
is regarded as a collaborator in the administration of justice, required to provide, in full independence, and in
the overriding interests of that cause, such legal assistance as the client requires. The counterpart of that
protection lies in the professional discipline laid down and enforced in the general interest by the institutions
endowed with the requisite powers for that purpose. Such a conception reflects the legal traditions common to
the Member States and is also to be found in the legal order of the Community (see, by way of analogy, the
judgment in Case 155/79 AM &amp; S v Commission [1982] ECR 1575, paragraph 24).

9. As Ms Boman is not registered as a member of the Bar, she is not a lawyer (advokat ) within the terms of
Article 19 of the Statute of the Court of Justice. Consequently, even though she may, according to Swedish
law, be able to represent parties in actions before the Swedish courts, she does not satisfy the first of the two
cumulative conditions set out in the fourth paragraph of Article 19 and is for that reason not authorised to
represent the applicant before the Court of First Instance.

10. It follows that the present application must be dismissed as being manifestly inadmissible, without its
being necessary to serve it on the defendant.

Costs

11. As the present order has been adopted before the application was notified to the defendant and before the
defendant was able to incur costs, it suffices to decide that the applicant shall bear its own costs, in
accordance with Article 87(1) of the Rules of Procedure.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby orders:

1. The action is dismissed as being manifestly inadmissible.

2. The applicant shall bear its own costs.
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Order of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2004. Alto de Casablanca, SA v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Representation by a lawyer - Manifest inadmissibility. Case T-14/04.

In Case T-14/04,

Alto de Casablanca, SA, established in Casablanca (Chile), represented by A. Pluckrose,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto, acting as Agent,

defendant,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM being

APPLICATION for annulment of the decision of the Second Board of Appeal of OHIM of 4 November 2003
(Case R 18/2003-2) concerning an application for registration of the word mark VERAMONTE as a
Community trade mark,

Bodegas Julian Chivite, SL, established in Cintruénigo (Spain),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of: P. Lindh, President, R. García-Valdecasas and J.D. Cooke, Judges,

Registrar: H. Jung,

makes the following

Order

Facts and procedure

1. By application lodged at the Court Registry on 14 January 2004, the applicant brought an action against the
decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (the Office') of 4 November 2003 (Case R 18/2003-2).

2. The application states that the applicant is represented by Mr Pluckrose, a patent agent and fellow of the
Chartered Institute of Patent Agents. Mr Pluckrose claims to be a registered trade mark attorney', a European
Patent Attorney' and a European Trade Mark Attorney'. The application is signed by Mr Pluckrose.

3. On 13 May 2004 the Court, by way of measures of organisation of procedure under Article 64 of its Rules
of Procedure, invited the Office to make observations limited to the admissibility of the action in the light of
the fact that Mr Pluckrose was not a lawyer. The Office complied with that request on 7 June 2004.

Law

4. Under Article 111 of the Rules of Procedure of the Court of First Instance, where an action is manifestly
inadmissible or manifestly lacking any foundation in law, the Court may, by reasoned order, without taking
further steps in the proceedings, give a decision on the action.

5. In the present case, the Court considers that it has sufficient guidance from the written pleadings
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of the parties and has decided pursuant to that article to give a decision without taking any further steps in
the proceedings.

6. Under Article 19 of the Statute of the Court of Justice, which applies to the procedure before the Court of
First Instance pursuant to Article 53 of the Statute, non-privileged parties must be represented before the
Community Courts by a lawyer. The fourth paragraph of Article 19 of the Statute of the Court of Justice
states that only a lawyer authorised to practise before a court of a Member State or of another State which is
a party to the Agreement on the European Economic Area [EEA] may represent or assist a party before the
Court'. In order to ensure that Article 19 is observed, Article 44(3) of the Rules of Procedure provides that
the lawyer acting for a party must lodge at the Registry a certificate that he is authorised to practise before a
Court of a Member State or of another State which is a party to the EEA Agreement'.

7. In the present case, the applicant admits that Mr Pluckrose is neither a solicitor nor a barrister. However, it
points out that he can represent clients before the courts and tribunals of the United Kingdom in litigation
concerning intellectual proprerty. The applicant infers from that that Mr Pluckrose can represent it in this
action.

8. The Office submits that the present case raises a question of principle concerning the representation of
parties before the Community Courts. It takes the view that Mr Pluckrose is not authorised to represent the
applicant before those Courts. Although he is entitled to represent clients before certain courts and tribunals in
the United Kingdom, he is not a lawyer within the meaning of Article 19 of the Statute of the Court of
Justice.

9. The Court of First Instance finds that it is clear from Article 19 of the Statute of the Court of Justice that
only a lawyer authorised to practice before a court of a Member State or of another State which is a party to
the EEA Agreement may represent or assist parties other than the States and institutions referred to in the first
and second paragraphs of that article (order in Case T-37/98 FTA and Others v Council [2000] ECR II-373,
paragraph 20). That is an essential procedural requirement, which, if not observed, will lead to the action
being inadmissible.

10. That requirement is based in the fact that a lawyer is considered to be a person who collaborates in the
administration of justice, and who is required to provide, in full independence and in the overriding interests
of the judicial system, such legal assistance as the client needs. The counterpart of that protection lies in the
rules of professional discipline which are laid down and enforced in the general interest by institutions
endowed with the requisite powers for that purpose. Such a conception reflects the legal traditions common to
the Member States and is also to be found in the legal order of the Community (see, by way of analogy,
Case 155/79 AM &amp; S v Commission [1982] ECR 1575, paragraph 24).

11. Plainly, patent and trade mark agents are not necessarily lawyers. Although Mr Pluckrose is entitled to
represent parties in certain actions before the courts and tribunals of the United Kingdom, it remains the case
that he is not a lawyer. As it is clear from Article 19 of the Statute of the Court of Justice that non-privileged
parties must be represented before the Community Courts by a lawyer (see paragraph 6 above), it must be
held that Mr Pluckrose is not authorised to represent the applicant before the Court of First Instance.

12. Furthermore, when an exception to that requirement is permitted, it is expressly laid down by the Statute.
Thus, under the seventh paragraph of Article 19 of the Statute of the Court of Justice, university teachers who
are nationals of a Member State whose law accords them a right of audience enjoy the same rights before the
Court as are accorded to lawyers by that article. Mr Pluckrose has not shown in any way that such an
exception applies to him.

13. It follows from the above that this action must be declared to be manifestly inadmissible.

© An extract from a JUSTIS database



62004B0014 European Court reports 2004 Page 00000 3

Costs

14. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. As the Office has not applied for costs, it must
be decided that each party should bear its own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby orders:

1. The action is dismissed as manifestly inadmissible.

2. Each party shall bear its own costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2006. Elisabetta Dami v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Word mark GERONIMO STILTON - Opposition - Stay of proceedings - Restriction of the list of goods

designated by the mark for which registration is sought - Withdrawal of the opposition. Joined cases
T-466/04 and T-467/04.

In Joined Cases T-466/04 and T-467/04,

Elisabetta Dami, residing in Milan (Italy), represented by P. Beduschi and S. Giudici, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by A.
Folliard-Monguiral, acting as Agent,

defendant,

the other party to the proceedings before the OHIM Board of Appeal having been

The Stilton Cheese Makers Association, established in Surbiton, Surrey (United Kingdom),

TWO ACTIONS against the decisions of the Second Board of Appeal of OHIM of 20 September 2004 (Cases
R 973/2002-2 and R 982/20022) concerning opposition proceedings between Mrs Elisabetta Dami and The
Stilton Cheese Makers Association,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Lindh and V. Vadapalas, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the applications lodged at the Registry of the Court of First Instance on 19 November 2004,

having regard to the order of 2 May 2005 made by the President of the Fourth Chamber of the Court of First
Instance joining Case T-466/04 and Case T-467/04,

having regard to the response lodged at the Court Registry on 10 June 2005,

further to the hearing on 27 October 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decisions of the Second Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM) of 20 September 2004 (Cases R 973/2002-2 and R 982/2002-2);

2. Orders OHIM to pay the costs.

Background to the dispute
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1. On 13 October 1999, the applicant, Mrs Elisabetta Dami, filed an application for a Community trade mark
at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. The mark for which registration was sought is the word mark GERONIMO STILTON.

3. The goods and services in respect of which registration was sought are in Classes 16, 25, 28, 29, 30 and
41 of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes
of the Registration of Marks of 15 June 1957, as revised and amended.

4. The goods in Classes 29 and 30 correspond, for each of those classes, to the following description:

- Class 29: Meat; fish; non-living molluscs and crustaceans; poultry and game; meat extracts; tinned meat;
preserved, dried and cooked fruits and vegetables; jellies; jams; eggs; milk; milk products; dairy products;
cheese; butter; yoghurt; milk beverages; edible oils and fats; pickles; fruit preserves; vegetable preserves; meat
preserves; fish preserves';

- Class 30: Cake pastry; pasta, sweets; coffee; tea; cocoa; sugar; rice; tapioca; artificial coffee; flour;
preparations made from cereals; bread; biscuits; tarts; pastries; pralines; ices and ice-cream; honey; syrup;
pepper; vinegar; sauces; spices; ice; coffee-, cocoa- and chocolate-based beverages.'

5. On 5 June 2000 the application for the trade mark was published in Community Trade Marks Bulletin
No 45/00.

6. On 5 September 2000, The Stilton Cheese Makers Association lodged an opposition, under Article 8(1)(b)
and Article 8(4) of Regulation No 40/94, against the registration of the mark for the goods in Classes 16, 29
and 30. In support of its opposition, the opposing party relied on marks registered in a number of Member
States which correspond to the word stilton' and all relate to milk products.

7. In its decision of 30 September 2002, the Opposition Division of OHIM allowed the opposition as regards
the goods in Classes 29 and 30 and rejected the remainder of the opposition.

8. On 29 November 2002, the applicant appealed against that decision under Article 59 of Regulation No
40/94; the appeal was given the case number R 982/2002-2 and assigned to the Second Board of Appeal of
OHIM. She requested that the Board of Appeal reject the opposition not only as regards the goods in Class
16, but also those in Classes 29 and 30.

9. On the same day, the opposing party also appealed against the same decision, its appeal was given the
case number R 973/2002-2 and likewise assigned to the Second Board of Appeal of OHIM. It requested that
the Board of Appeal allow the opposition not only as regards the goods in Classes 29 and 30, but also those
in Class 16.

10. On four occasions the parties lodged joint applications for a stay of the proceedings in Case No R
973/2002-2. The Board of Appeal granted those applications. Even though the case had not been formally
joined by the Board of Appeal, the joint applications for a stay of the appeal proceedings in Case No R
973/2002-2 were treated as also applying to the appeal proceedings in Case No R 982/2002-2. As regards the
fourth application for a stay of the proceedings, the Board of Appeal made the following statements in its
notification to the parties dated 2 April 2004:

We confirm that appeal proceedings are stayed for a period of two months until 5 June 2004. Given the prior
applications, this stay of proceedings will be regarded as final, unless the parties can put forward an
exceptional ground for a further stay of proceedings.'

11. In a letter of 3 June 2004, the applicant requested that the list of goods designated by the mark for
which registration is sought be restricted to the effect that the reference to dairy products
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and cheese' be removed in respect of Class 29 and the statement excluding all cheese-based foods or drinks'
be added as regards Class 30.

12. In a letter of 4 June 2004, the parties jointly applied to the Board of Appeal to stay the proceedings. As
set out in that letter, the parties also declared that, on the one hand, referring to the contents of her letter of 3
June 2004, the applicant had requested a change as regards the specification of the goods in the application
for registration of the mark', and, on the other hand, the position [of the opposing party was] the following:
once... the list of goods specified in respect of that application [had been amended] in order to, [in respect] of
Class 29 [remove the reference to] cheese, milk products and goods covered by the broad term milk
products', in particular milk, milk-based products, butter, milk beverages and yoghurt, and, [as regards] Class
30..., [remove the reference to] any food and drinks containing cheese or which are cheese-based, the
opposition [would] be withdrawn'.

13. In a letter of 15 June 2004, the Board of Appeal informed the parties that it interpreted the letter of 4
June 2004 as a joint application to restrict the list of goods designated by the mark for which registration is
sought and accordingly gave the parties a restricted list in accordance with that application. In the same letter
the Board of Appeal added that, if [the opposing party] were to withdraw the opposition' the parties would be
asked to state, before 14 July 2004, whether they had come to an agreement as regards apportionment of the
costs incurred in the opposition and appeal proceedings. It specified that, in the absence of such an agreement,
it would make a decision as to apportionment of the costs of the proceedings.

14. In a letter of 16 June 2004, the applicant asked the Board of Appeal to review the interpretation which
the letter of 15 June 2004 appeared to contain and to confirm that the only restriction on the list of goods
designated by the mark for which registration is sought was that mentioned in her letter of 3 June 2004. She
maintained that the letter of 4 June 2004 was only a joint application for a stay of the appeal proceedings on
account of the differences in the parties' intentions, as the opposing party was calling for more amendments
than were mentioned in the letter of 3 June 2004.

15. In its letter of 23 June 2004, the Board of Appeal rejected that application. First of all, it pointed out
that an application to restrict the list of goods designated by the mark for which registration is sought could
not be withdrawn as it had become binding. Secondly, it considered that the wording of the parties' joint letter
of 4 June 2004, namely once the specification has been changed ... the opposition will be withdrawn', could
be construed only as an application to restrict that list. In addition, it took account of the fact that the parties
had signed and sent the letter jointly in concluding that the applicant had thus indicated, in writing, that she
agreed to that condition. The Board of Appeal therefore took the view that it had merely responded to the
parties' joint request for confirmation that the restriction to the list of goods designated by the mark for which
registration is sought had been accepted without amendment.

16. In its letter of 1 July 2004, the opposing party reminded the Board of Appeal that it intended to
withdraw its opposition if, and only if, the list of goods designated by the mark which appeared in the Board
of Appeal's letter of 15 June 2004 was not amended.

17. In its letter of 23 July 2004, the opposing party asked the Board of Appeal to confirm that that list had
been restricted once and for all in accordance with the wording in the Board of Appeal's letter of 15 June
2004.

18. In its letter of 29 July 2004, the Board of Appeal confirmed that the accepted restriction to that list was
that indicated in its letter of 15 June 2004 and therefore the opposition was held to be withdrawn.
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19. In decisions given in respect of both cases on 20 September 2004 (hereinafter the contested decisions'),
the Board of Appeal held that, considering that withdrawal of the opposition had brought the proceedings to
an end, the only issue to settle was the apportionment of costs since no agreement between the parties had
been reached. In that regard, it decided to order each party to bear the costs it had itself incurred in the
opposition and appeal proceedings in accordance with Articles 81(2) and 81(3) of Regulation No 40/94.

Forms of order sought by the parties

20. The applicant claims in each case that the Court should:

- establish that the letter of 4 June 2004, sent to OHIM and signed jointly by the applicant and the opposing
party does not contain a statement intended to bring an end to the proceedings before the Board of Appeal,
but only an application for a stay of proceedings;

- annul the contested decisions and refer the case back to the Board of Appeal of OHIM;

- order OHIM to pay the costs.

21. OHIM contends in each case that the Court should:

- annul the contested decisions;

- order each of the parties before the Court to bear its own costs.

Law

Arguments of the parties

22. The applicant claims that the Board of Appeal erroneously held that the parties had expressed a common
intention to bring the proceedings before OHIM to an end. In that regard she maintains that the parties' joint
letter of 4 June 2004 merely constituted an application for a stay of proceedings with a view to reaching an
amicable agreement regarding the goods to remove from the list of goods designated by the mark for which
registration is sought.

23. On the other hand, that letter contained no statement intended to bring an end to the proceedings before
the Board of Appeal. On the contrary, it clearly showed that the parties had not reached an agreement to
bring the proceedings to an end. On the one hand, that letter stated that the applicant had, by letter of 3 June
2004, sent the Board of Appeal a request to restrict the list of goods designated, in accordance with an
amicable agreement concluded with the opposing party on 22 December 2003. On the other hand, she
explained that the opposing party, whilst taking formal notice of that application for a restriction, had
observed that it would withdraw the opposition only if certain other goods, not covered by that amicable
agreement, were also removed from the list at issue.

24. The applicant concludes from this that the Board of Appeal misconstrued the application submitted by the
parties to OHIM for a stay of the proceedings.

25. OHIM considers that the action is well founded and that the contested decisions should be annulled. It
states that case-law has acknowledged the admissibility of such claims (Case T-107/02 GE Betz v OHIM -
Atofina Chemicals (BIOMATE) [2004] ECR II-0000, paragraphs 32 to 36, and Case T-22/04 Reemark v
OHIM - Bluenet (Westlife) [2005] ECR II-0000, paragraphs 16 to 19).

26. On the substance of the case, it considers that, as the applicant submits, the letter of 4 June 2004
contained only a joint application by the parties for a stay of the proceedings. It therefore concludes that the
Board of Appeal infringed Article 44(1) of Regulation No 40/94 in restricting the list of goods designated by
the mark for which registration is sought.
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Findings of the Court

Admissibility of the parties' claims

27. It should be noted at the outset that, by its first head of claim, the applicant is requesting that the Court
establish that the letter of 4 June 2004 sent to OHIM and signed jointly by the parties does not contain a
statement intended to bring to an end the proceedings before the Board of Appeal, but only an application for
a stay of proceedings. That request is not unconnected with the applicant's second head of claim seeking the
annulment of the contested decisions as it constitutes an argument in support thereof. Therefore, there is no
need to adjudicate on that head of claim as such.

28. For its part OHIM is requesting, by its first head of claim, that the Court annul the contested decisions.

29. In that context it must be recalled that, in proceedings concerning an action brought against a decision of
a Board of Appeal adjudicating in opposition proceedings, OHIM does not have power to alter, by the
position it adopts before the Court, the terms of the dispute as delimited in the respective claims and
contentions of the applicant for registration and of the opposing party (Case C106/03 P Vedial v OHIM
[2004] ECR I-9573, paragraph 26, upholding on appeal the judgment of the Court of First Instance in Case
T-110/01 Vedial v OHIM - France Distribution (HUBERT) [2002] ECR II-5275; Westlife , paragraph
16, and Case T-186/04 Spa Monopole v OHIM - Spaform (SPAFORM) [2005] ECR II0000, paragraph
19).

30. However, it does not follow from that case-law that OHIM is obliged to contend that an action brought
against a decision of one of its Boards of Appeal should be dismissed. While OHIM does not have the
requisite capacity to bring an action against a decision of a Board of Appeal, conversely it cannot be required
to defend systematically every contested decision of a Board of Appeal or automatically to claim that every
action challenging such a decision should be dismissed (BIOMATE , paragraph 34; Westlife , paragraph
17; and SPAFORM , paragraph 20).

31. Thus, there is nothing to prevent OHIM from endorsing a head of claim of the applicant's or from simply
leaving the decision to the discretion of the Court, while putting forward all the arguments that it considers
appropriate for giving guidance to the Court (BIOMATE , paragraph 36, and Case T-379/03 Peek &amp;
Cloppenburg v OHIM (Cloppenburg) [2005] ECR II-0000, paragraph 22).

32. On the other hand, it may not seek an order annulling or altering the decision of the Board of Appeal on
a point not raised in the application or put forward pleas in law not raised in the application (Vedial v
OHIM , paragraph 34, and Cloppenburg , paragraph 22).

33. In this case it is clear that the only arguments that OHIM has put forward are in support of the
applicant's heads of claim according to which the Board of Appeal erred in finding that the parties had
expressed a common intention to bring the proceedings before OHIM to an end. Therefore, the head of claim
put forward by OHIM and the arguments advanced in support thereof are admissible in so far as they do not
go beyond the bounds of the claims and arguments put forward by the applicant.

Substance

34. In support of her action the applicant, with OHIM concurring, claims that the Board of Appeal
erroneously held that the parties had expressed a common intention to bring the proceedings before OHIM to
an end. In that context it must be pointed out that the contested decisions do not state explicitly that the
proceedings have been brought to an end.

35. However, in ruling on the apportionment of the costs of the proceedings before OHIM on the basis of
the premiss that withdrawal of the opposition brought the proceedings to an end' (see the
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ground set out in paragraphs 20 and 21 respectively of the contested decisions) it must be considered that the
Board of Appeal by implication decided to close the proceedings.

36. Although the abovementioned ground contains no details, the account of the facts in respect of the course
of the procedure and, in particular, of the exchange of correspondence between the parties and the Board of
Appeal (see paragraphs 9 to 18 and 10 to 19 respectively of the contested decisions) is sufficiently detailed to
allow the Court to understand and verify the reasons why the Board of Appeal took the view that the
applicant had restricted her application for a trade mark and that, in return, the opposing party had withdrawn
its opposition.

37. The Court must therefore examine whether, in this case, the Board of Appeal could validly conclude that
the parties had the common intention of bringing the proceedings before it to an end. It must be noted in this
connection that, as regards the conditions and procedure relating to an application for partial or total
withdrawal of a trade mark application or of an opposition before OHIM, Article 44(1) of Regulation No
40/94 provides that the applicant may at any time withdraw his Community trade mark application or restrict
the list of goods or services contained therein.

38. Furthermore, under Rule 20(5) of Commission Regulation (EC) No 2868/95 of 13 December 1995
implementing Regulation No 40/94 (OJ 1995 L 303, p. 1) if, pursuant to Article 44(1) of Regulation No
40/94, the applicant restricts the list of goods and services, OHIM is to communicate this to the opposing
party and call upon him, within such period as it may specify, to submit to it observations stating whether he
maintains the opposition and, if so, against which of the remaining goods and services.

39. According to case-law, the power provided for in that provision to restrict the list of goods or services is
vested solely in the applicant for the Community trade mark who may, at any time, apply to OHIM for that
purpose. In that context, the withdrawal, in whole or part, of an application for a Community trade mark must
be made expressly and unconditionally (Case T-219/00 Ellos v OHIM (ELLOS) [2002] ECR II-753,
paragraph 61).

40. Finally, although it is true that the legislature has not made express provision for withdrawal of the
opposition, since Article 44(1) refers only to withdrawal of a trade mark application, the Court has held that,
given that the scheme of Regulation No 40/94 places the applicant for a Community trade mark and the
opponent on an equal footing in opposition proceedings, that equality must extend to the possibility of
withdrawing procedural documents (Case T-10/01 Lichtwer Pharma v OHIM - Biofarma (Sedonium)
[2003] ECR II-2225, paragraph 15, and Case T-120/03 Synopharm v OHIM - Pentafarma (DERMAZYN
) ECR II-0000, paragraph 19).

41. In this case, the Court observes that the Board of Appeal's assertion that the parties expressed a common
intention of bringing the proceedings to an end has no factual basis.

42. It must be noted first of all that the only express and unconditional request to restrict the list of goods
designated by the mark for which registration is sought is that submitted in the applicant's letter of 3 June
2004.

43. Secondly, in contrast to the requirements of the abovementioned case-law, the parties' joint letter of 4
June 2004 does not contain any express and unconditional application for a partial withdrawal of the trade
mark application or for withdrawal of the opposition.

44. In view of its wording, the applicant and OHIM are right in asserting that that letter merely contains a
joint application for a stay of the proceedings before the Board of Appeal. The only express request to the
Board of Appeal in that letter is the following:

In the name of both parties we hereby request a stay of the appeal proceedings.'

45. Moreover that letter contains only an account of the divergence between the applicant's position,
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as expressed in her letter of 3 June 2004, and that of the opposing party regarding the restriction of the list of
goods designated by the mark for which registration is sought.

46. Indeed, it is inconsistent to regard the letter of 4 June 2004 as containing a joint application by the
parties to stay proceedings and, at the same time, an application to bring the proceedings to an end in so far
as an application for a stay of proceedings becomes redundant in the event of withdrawal of the opposition.

47. The claim that the letter of 4 June 2004 contained only an application for a stay of proceedings is
supported by the events prior to that application. It is apparent from the documents before the Court that the
parties had already obtained a stay of proceedings on several occasions with a view to enabling them to reach
an agreement. In its letter of 2 April 2004 granting a stay of proceedings for the fourth time, the Board of
Appeal stated that given the prior applications, the period of [that] stay [would] be regarded as final, unless
the parties [could] put forward an exceptional ground for a further stay of proceedings.' It is therefore within
that context that the letter of 4 June 2004 must be interpreted, namely that, since the Board of Appeal had
indicated to the parties that it would not, in principle, grant further applications for a stay of proceedings, the
parties intended to set out exceptional grounds for a further stay of proceedings in this case.

48. Furthermore, there is nothing in the file to suggest that there was a subsequent agreement warranting the
proceedings being brought to an end. On the contrary, the parties' correspondence subsequent to the letter of 4
June 2004 and up to the date on which the contested decisions were adopted shows continuing disagreement
as regards the restriction of the list of goods designated by the mark sought which the applicant would have
to have put into effect before the opposing party would agree to withdraw its opposition.

49. In its letter of 15 June 2004, in response to the parties' joint letter of 4 June 2004, the Board of Appeal
informed them of what it understood to be their common position on the restriction of the goods designated
by the mark, in accordance with the opposing party's view, but without asking the applicant for her agreement
as to that interpretation.

50. Consequently, the applicant, in her letter to OHIM of 16 June 2004, denied having accepted the
restriction as it appeared from the Board of Appeal's letter of 15 June 2004. She pointed out that she had
accepted no restrictions other than those indicated in her letter of 3 June 2004 and therefore asked the Board
of Appeal to review its letter of 15 June 2004.

51. Despite that objection, the Board of Appeal, by letter of 23 June 2004, confirmed its interpretation that
there had been an application to restrict the designated products, without consulting the parties in order to
clarify the precise meaning of the letter of 4 June 2004. It stated that that letter, on account of its wording
and the fact that it had been signed by the parties, could be construed only as an application to restrict the
products designated and that such an application, having become binding, could not be withdrawn.

52. The absence of any express and unconditional agreement intended to bring the proceedings to an end is
also made apparent by the fact that the opposing party reiterated, in its letter of 1 July 2004, that it wished to
withdraw its opposition only on the strict condition' that the list of goods designated by the mark as it
appeared in the Board of Appeal's letter of 15 June 2004 was not amended. In its letter of 23 July 2004, the
opposing party also requested the Board of Appeal to confirm that that restriction had in fact been effected
and that the opposition was considered to be withdrawn.

53. Finally, notwithstanding the applicant's express refusal, as set out in her letter of 16 June 2004, to restrict
the list of goods designated by the mark for which registration is sought in accordance with the terms required
by the opposing party, the Board of Appeal confirmed to the latter by letter
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of 29 July 2004, a copy of which was sent to the applicant, as follows : The restriction accepted is the one
specified in our letter of [15 June 2004] and... consequently the opposition is considered [to be] withdrawn.'
Given the position taken by the applicant in her letter of 16 June 2004 and the absence of any express
application submitted subsequently by her to the contrary effect, the Board of Appeal had no basis for
drawing such a conclusion.

54. It is clear from the foregoing that the contested decisions are vitiated by error of fact and must, therefore,
be annulled.

Costs

55. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the decisions of the Board of Appeal
have been annulled and OHIM must on that basis be regarded as having been unsuccessful, notwithstanding
the form of order sought, it must be ordered to pay the applicant's costs, in accordance with the form of order
sought by the applicant.
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Judgment of the Court of First Instance (Third Chamber)
of 3 May 2006

Eurohypo AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Word mark EUROHYPO - Absolute grounds for refusal - Article 7(1)(b) of

Regulation (EC) No 40/94 - Examination of the facts by the Board of Appeal of its own motion - Article
74(1) of Regulation No 40/94 - Admissibility of facts submitted for the first time before the Court of

First Instance. Case T-439/04.

In Case T-439/04,

Eurohypo AG, established in Eschborn (Germany), represented by M. Kloth and C. Rohnke, lawyers, with an
address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and J. Weberndörfer, acting as Agents,

defendant,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 6 August 2004 (Case R
829/20024), relating to the registration of the word sign EUROHYPO as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 5 November 2004,

having regard to the response lodged at the Court Registry on 23 February 2005,

further to the hearing on 26 October 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action.

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 30 April 2002 the Deutsche Hypothekenbank Frankfurt-Hamburg AG, now Eurohypo AG, lodged an
application for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM) under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the word sign EUROHYPO.
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3. The services for which registration was sought are in Class 36 of the Nice Agreement Concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and are described as follows:

Financial affairs; monetary affairs; real estate affairs; provision of financial services, financing, financial
analysis, investment affairs, insurance affairs'.

4. By decision of 30 August 2002 the examiner refused the application pursuant to Article 7(1)(b) and (c) and
Article 7(2) of Regulation No 40/94.

5. On 30 September 2002 the applicant brought an appeal against the examiner's decision, the grounds of
which are set out in a written statement lodged on 30 December 2002.

6. By decision of 6 August 2004 (the contested decision'), the Fourth Board of Appeal partially upheld the
appeal and set aside the examiner's decision as regards financial analysis, investment affairs, insurance affairs'.
However, the appeal was dismissed as regards the other services in Class 36, namely, financial affairs;
monetary affairs; real estate affairs; provision of financial services; financing'. Essentially, the Board of Appeal
held that the word sign EUROHYPO was descriptive of those services, citing Article 7(1)(b) of Regulation No
40/94. It added that that was the case, in any event, in German-speaking countries, and that that ground was
sufficient under Article 7(2) of Regulation No 40/94 to justify a refusal of protection. The Board of Appeal
also held that the elements euro' and hypo' contained a clearly understandable indication of the characteristics
of the five services mentioned above, and that the association of those two elements in one word did not
render the mark less descriptive.

Forms of order sought by the parties

7. The applicant claims that the Court should:

- annul the contested decision, in so far as it dismissed its appeal;

- order OHIM to pay the costs.

8. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

9. The applicant raises two pleas: infringement of the first sentence of Article 74(1) of Regulation No 40/94
and infringement of Article 7(1)(b) thereof.

The first plea: infringement of the first sentence of Article 74(1) of Regulation No 40/94

Arguments of the parties

10. The applicant submits that the first sentence of Article 74(1) of Regulation No 40/94, which provides that
[OHIM] shall examine the facts of its own motion', requires that the examination of the facts must be
sufficiently detailed as to enable OHIM to ascertain beyond doubt whether the grounds referred to in Article 7
of Regulation No 40/94 preclude the registration of the mark. OHIM has no discretion in that regard and the
decision to register arises from a circumscribed power. Therefore, where there are no grounds for refusal, the
applicant has a right to registration deriving from the fact that intellectual property, which includes trademark
law, is a fundamental right recognised by Article 17(2) of the Charter of fundamental rights of the European
Union proclaimed on 7 December 2000 at Nice (OJ 2000 C 364, p. 1) (the Charter').

11. In this case the Board of Appeal based its decision solely on its conception of the two elements
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constituting the mark applied for, euro' and hypo', and its examination was not exhaustive, thereby preventing
the public's perception of the word sign EUROHYPO from being properly assessed.

12. Furthermore, the contested decision merely makes findings in respect of the individual elements euro' and
hypo', but contains no findings of fact as regards the descriptiveness of the full name eurohypo'. The applicant
argues that if the Board of Appeal had conducted an Internet search it would have found that there is not one
occasion on which that full name is used descriptively, but that every mention of that compound word refers
to its undertaking. The applicant produces, in an annex to the application, the first 100 results relating to the
word eurohypo' of the 10 000 found on the Internet, in order to show that that sign is not used as a
description of the financial services in question.

13. OHIM has also failed to establish that the relevant public would not perceive the mark EUROHYPO as an
indication of origin.

14. OHIM contends that the first sentence of Article 74(1) of Regulation No 40/94 does not in any way
specify the manner in which it must carry out the examination of the facts. As regards word marks, OHIM
must take account of the way in which that word is usually understood by the public or part of the public to
which the mark is addressed, but is not required to carry out a more detailed examination if the registrability
of the trade mark can be excluded, taking account of the way in which the word at issue is usually
understood. That was clearly the case in these proceedings.

15. Furthermore, the intellectual property right deriving from the Charter is not an absolute right and the
grounds for refusal to register laid down in Article 7 of Regulation No 40/94 constitute limits of that right.

Findings of the Court

16. The applicant claims, in substance, that the contested decision infringes the first sentence of Article 74(1)
of Regulation No 40/94, which provides that [i]n proceedings before it [OHIM] shall examine the facts of its
own motion', because the examination of the facts carried out by the Board of Appeal was not exhaustive.

17. According to settled case-law, the examination carried out by the competent trade mark authority must be
a stringent and full examination in order to prevent trade marks from being improperly registered. Therefore it
is necessary, for reasons of legal certainty and good administration, to ensure that trade marks whose use
could successfully be challenged before the courts are not registered (see, with respect to First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1) Case C-104/01 Libertel [2003] ECR I-3793, paragraph 59 and the case-law
cited).

18. However, the first sentence of Article 74(1) of Regulation No 40/94 does not state how OHIM is to carry
out an examination of the facts.

19. Furthermore, the Registrability of a sign as a Community trade mark must be assessed only on the basis
of the relevant Community legislation as interpreted by the Community Courts. Therefore, it is sufficient that
the Board of Appeal applied the descriptiveness test, as interpreted by the case-law, in order to reach a
decision and it was not obliged to justify its action by the production of evidence (Case T289/02
Telepharmacy Solutions v OHIM (TELEPHARMACY SOLUTIONS) [2004] ECR II-0000, paragraph 54, and
Case T-19/04 Metso Paper Automation v OHIM (PAPERLAB) [2005] ECR II-0000, paragraph 34).

20. In this case the Board of Appeal analysed the meaning of the elements euro' and hypo' for the German
consumer and the possible meanings of the compound word eurohypo' (paragraphs 13 to
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16 of the contested decision). The finding that there are no references to further research in the statement of
reasons of the contested decision, such as a statement of the results of an Internet search, is not sufficient to
establish that the Board of Appeal has substituted its own interpretation of the word at issue for that of the
relevant public. The fact that the Board of Appeal, being sufficiently convinced of the descriptiveness of the
elements euro' and hypo' and the word eurohypo' to refuse registration, chose not to carry out further research
is not contrary to the first sentence of Article 74(1) of Regulation No 40/94.

21. Furthermore, as regards the fundamental nature of the right to intellectual property as derived, according to
the applicant, from Article 17(2) of the Charter, which provides that [i]ntellectual property shall be protected',
it is sufficient to state that that right is not absolute and that the Community trade mark exists, inter alia,
within the limits imposed by Article 4 in conjunction with Articles 7 and 8 of Regulation No 40/94.

22. Moreover, as regards the results of an internet search produced by the applicant in the annex to the
application, it must be recalled that it is not the Court's function to review the facts in the light of evidence
adduced for the first time before it. Facts relied on before the Court, without having been submitted
previously before any of the bodies of OHIM, must be disregarded (see, to that effect, the judgment in Case
T237/01 Alcon v OHIM - Dr Robert Winzer Pharma (BSS) [2003] ECR II-411, paragraphs 61 and 62,
confirmed on appeal by the order in Case C192/03 P Alcon v OHIM [2004] ECR I-8993; Case T-128/01
DaimlerChrysler v OHIM (Calandre) [2003] ECR II-701, paragraph 18; Case T-129/01 Alejandro v OHIM -
Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 67; Case T-85/02 Díaz v OHIM - Granjas
Castello (CASTILLO) [2003] ECR II-4835, paragraph 46, and Case T-57/03 SPAG v OHIM - Dann and
Backer (HOOLIGAN) [2005] ECR II-0000, paragraph 20).

23. Finally, the applicant's arguments concerning the Board of Appeal's assessment of the relevant public's
opinion of the descriptiveness or distinctive character of the word sign EUROHYPO, are directed against the
correctness of the grounds of the contested decision. It is therefore appropriate to analyse them in the context
of the examination of the second plea.

24. It follows from all the foregoing that the first plea must be dismissed.

The second plea: infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

25. As a preliminary point the applicant states that the Board of Appeal based its decision to refuse
registration solely on Article 7(1)(b) of Regulation No 40/94.

26. According to the applicant, the Board of Appeal rightly held that the elements euro' and hypo' could give
rise to associations with the European currency and the word Hypothek' (mortgage) but disregarded the other
possible meanings of those two elements. Thus, euro' does not only designate the currency of the European
Union, but is also the abbreviation of Europe', as in the name of the Euro-fighter' aircraft or the name of one
of the applicant's companies Eurohypo Europäische Hypothekenbank der Deutschen Bank AG'. The element
hypo' is not necessarily linked to the word Hypothek', but comes from Greek, as shown by the German words
Hypothese' (hypothesis), Hypotenuse' (hypotenuse), Hypochonder' (hypochondriac) or Hypozentrum'
(hypocentre). Furthermore, the word used more frequently to designate a charge in rem encumbering real
property is Grundschuld' (charge on real property). The abbreviation hypo' is unusual for the German public,
unlike other abbreviations such as Disco' for Discothek' (discotheque) or Auto' for Automobil' (automobile).

27. The applicant further claims that the word sign EUROHYPO, considered as a whole, does not constitute a
description of the services in respect of which registration has been refused. The
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word sign EUROHYPO is not generally used in German to describe financial services and the Internet search
referred to in paragraph 12 above demonstrates that the use of that word in a descriptive manner is unusual.

28. The principles identified in Case C-383/99 P Proctor &amp; Gamble v OHIM [2001] ECR I-6251
(BABY-DRY') are wholly applicable in this case because the word eurohypo' constitutes a lexical invention'
and not a customary term for the financial services in question. Furthermore, the absence of a hyphen between
the elements euro' and hypo' emphasises the graphic fusion of those two elements, forming a very particular
combination of words.

29. The fact that numerous other banks use hypo' in their trading name is evidence that combinations of
words including hypo' are intended to designate commercial origin, particularly in the financial services sector
in question. The word sign EUROHYPO can therefore be understood as an indication of the commercial
origin of those services.

30. The applicant further submits that in order to assess whether a mark has a distinctive character it is
appropriate to examine the use which has been made of it. On account of the widespread use of the sign
EUROHYPO in the field of the services concerned and its high profile in the media the relevant public is
accustomed to the use of that sign, which has therefore acquired the distinctive character necessary for the
purpose of its registration as a trade mark. To illustrate the widespread use of eurohypo' the applicant
produces in the annex to its application, in addition to the documents referred to in paragraph 12 above, the
activity report of its group for 2003, a report on lending banks and information taken from its Internet site.

31. Furthermore, the suitability for registration of the word sign EUROHYPO is confirmed by the registration
of the Swiss word mark No 03932/2002 EUROHYPO and the international word mark No 638974
EUROHYPO, with protection extended to Germany, Austria and Switzerland, which is the entire
German-speaking area.

32. OHIM contends that the Board of Appeal did indeed base its decision, refusing the application for the
mark EUROHYPO in respect of the services in question, on the provisions of Article 7(1)(b) and (c) of
Regulation No 40/94, as those two provisions are expressly mentioned in the contested decision and their
application is also clear from the content of that decision. Furthermore, the applicant deals separately with the
two grounds for refusal in the application

33. OHIM maintains that the public perceives euro' as the currency of the European Union and that element
would still be descriptive, even if it were given the meaning Europe', as it would give an indication of the
territory on which those services are supplied. In the same way, hypo' is perceived by the public as the
abbreviation of the word hypothek' (mortgage). Any other meaning of hypo' put forward by the applicant is
irrelevant as it has no connection with the financial services concerned. The ambiguity of the words euro' and
hypo' invoked by the applicant is also irrelevant.

34. In order to show that the element hypo' is a common abbreviation, OHIM produces, in the annex to its
response, the results of an internet search which are admissible because the applicant already had, given the
findings set out in the contested decision, all the information necessary to comprehend the decision and to
challenge its legality before the Court (Case T-173/00 KWS Saat v OHIM (Shade of orange) [2002] ECR
II-3843, paragraph 56 et seq, and Case T-216/02 Fieldturf v OHIM (LOOKS LIKE GRASS... FEELS LIKE
GRASS... PLAYS LIKE GRASS) [2004] ECR II-1023, paragraph 41).

35. The Board of Appeal also rightly held that the association of the two elements euro' and hypo' did not
render the expression as a whole less descriptive. It describes for the average consumer, in relation to the
services concerned, the offer of financing or administration of mortgage loans paid in the currency of the
European monetary area.
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36. Furthermore, OHIM states that the facts of BABY-DRY were very different from the present case as that
case concerned an unusual association of words. However, the case-law concerning applications for registration
of marks composed of the prefix euro' are particularly relevant and confirm OHIM's practice of regarding that
element as having descriptive and non-distinctive character (Case T359/99 DKV v OHIM (EuroHealth)
[2001] ECR II-1645, paragraph 27).

37. OHIM recalls that a word mark which is descriptive of the characteristics of the goods or services
concerned, for the purposes of Article 7(1)(c) of Regulation No 40/94 is, on that account, necessarily devoid
of any distinctive character with regard to the same goods or services for the purposes of Article 7(1)(b) of
the regulation (TELEPHARMACY SOLUTIONS , paragraph 19 above, paragraph 24).

38. As regards the distinctive character of the mark, EUROHYPO as a whole is not capable of distinguishing
the applicant's services from those of other undertakings in the mind of the relevant public because it is a
common configuration of words consisting of two descriptive indicators and, lacking an additional element of
imagination.

39. As regards the widespread use of the mark, OHIM observes that if the applicant thereby seeks to rely on
the distinctive character acquired by use under Article 7(3) of Regulation No 40/94, it must be pointed out
that that argument was not raised in good time, since only a general reference to the applicant's position in
the market was made during the proceedings before OHIM without any evidence being produced in support.
The numerous documents produced for the first time in the course of these proceedings in order to establish
the widespread use of the mark cannot be taken into consideration by the Court.

40. Finally, as regards the earlier national registrations, the applicant did not rely on them before either the
examiner or the Board of Appeal. Furthermore, OHIM states that Community trade mark law constitutes an
independent set of rules, and that the national registrations constitute at best evidence of the absence of
grounds for refusal to register in the territories concerned.

Findings of the Court

41. It must be observed that, contrary to OHIM's submissions, it is clear from paragraph 12 et seq of the
contested decision that the decision to refuse registration of the word sign EUROHYPO, in respect of financial
affairs; monetary affairs; real estate affairs, financial services, financing', refers only to Article 7(1)(b) of
Regulation No 40/94. However, the analysis carried out in paragraphs 13 to 16 underpinning that decision to
refuse registration concerns the descriptiveness of the word sign EUROHYPO.

42. It is settled case-law that each of the grounds for refusal to register listed in Article 7(1) of Regulation No
40/94 is independent and requires separate examination. Moreover, it is appropriate to interpret those grounds
for refusal in the light of the general interest which underlies each of them. The general interest to be taken
into consideration must reflect different considerations according to the ground for refusal in question (see
Case C-329/02P SAT.1 v OHIM [2004] ECR I-8317, paragraph 25, and the case-law cited).

43. However, there is a clear overlap between the scope of the grounds for refusal set out in subparagraphs
(b) to (d) of that provision (see TELEPHARMACY SOLUTIONS , paragraph 19 above, paragraph 23 and the
case-law cited).

44. It is also clear from the case-law of the Court of Justice and the Court of First Instance that a word mark
which is descriptive of the characteristics of the goods or services concerned for the purposes of Article
7(1)(c) of Regulation No 40/94 is, on that account, necessarily devoid of any distinctive character in relation
to those goods or services within the meaning of Article
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7(1)(b) (Case C-265/00 Campina Melkunie [2004] ECR I-1699, paragraph 19; Case C-363/99 Koninklijke
KPN Nederland [2004] ECR I-1619, paragraph 86; and TELEPHARMACY SOLUTIONS , paragraph 19
above, paragraph 24).

45. In this case, the assessment of the legality of the contested decision requires verification as to whether the
Board of Appeal has established that the word sign EUROHYPO was descriptive of financial affairs; monetary
affairs, real estate affairs, financial services, financing' within Class 36. If that is the case the refusal to
register is the result of a correct application of both Article 7(1)(b) of Regulation No 40/94 and Article 7(1)(c)
and the contested decision must be upheld. If, on the other hand, that sign is not descriptive of the goods and
services covered by the application for registration, it is appropriate to verify whether the Board of Appeal has
put forward any other grounds for finding that the mark applied for was devoid of any distinctive character.

46. It is settled case-law that a sign's descriptiveness can only be assessed by reference to the goods or
services concerned and to the way in which it is understood by the intended public (Case T356/00
DaimlerChrysler v OHIM (CARCARD) [2002] ECR II-1963, paragraph 25).

47. In this case, the services in respect of which registration was refused are all in the financial sector and are
defined as financial affairs; monetary affairs; real estate affairs, financial services, financing'.

48. As regards the intended public, the Board of Appeal found that this was the average consumer. Since the
services in question are financial services aimed at all consumers that analysis, which is moreover not disputed
by the applicant, must be confirmed. As the absolute ground for refusal was raised only in relation to one of
the languages spoken in the European Union, namely German, the relevant public, in relation to which the
descriptiveness of the mark must be assessed, is the average German-speaking consumer.

49. The Board of Appeal analysed the meaning of euro' and hypo' for the relevant public in paragraph 13 of
the contested decision and concluded, in respect of each of those elements, that it was descriptive of the
services in question.

50. In that connection, it must be recalled that a word sign is descriptive if at least one of its possible
meanings designates a characteristic of the goods or services concerned (Case C-191/01P OHIM v Wrigley
[2003] ECR I-12447, paragraph 32, and PAPERLAB , paragraph 19 above, paragraph 34).

51. First, the Court finds that the Board of Appeal rightly observed that the public concerned perceived euro',
in the financial field, as the currency which is in circulation in the European Union and describes that
monetary area. That element therefore designates, at least in one of its possible meanings, a characteristic of
the financial services in question. The fact that euro' may, as the applicant claims, also be understood as the
abbreviation of the word Europe' does not affect that finding.

52. Furthermore, the Board of Appeal rightly held that in the context of financial services hypo' was
understood by the average consumer as an abbreviation of hypothek' (mortgage). That finding is not called
into question by the fact that, as the applicant claims, that word may have other meanings in the medical field
or Ancient Greek. Since a mortgage is a standard guarantee in the financial field, particularly in the property
field, the Board of Appeal was entitled to find that for the average German-speaking consumer one of the
possible meanings of hypo' designated a characteristic of the financial services in question. In that connection,
the applicant's argument, that the word most frequently used to designate a charge in rem encumbering real
property is Grundschuld', is irrelevant, as it does not prevent hypo' from evoking a hypothek' for the average
German-speaking

© An extract from a JUSTIS database



62004A0439 European Court reports 2006 Page 00000 8

consumer.

53. In that context, the documents containing the results of the internet search, produced was OHIM in the
annex to its response, must, nonetheless, be declared inadmissible. As was stated in paragraph 22 above
concerning the results of an internet search produced by the applicant in the annex to the application, facts
relied on for the first time before the Court, without having been submitted previously before any of the
bodies of OHIM, must be disregarded. In that connection, OHIM's argument, that that evidence is admissible
because the applicant already had, in the light of the findings in the contested decision, all the guidance
necessary to understand that decision and to contest its legality before the Court of First Instance, must be
rejected. The judgments in Shade of Orange and LOOKS LIKE GRASS ... FEELS LIKE GRASS... PLAYS
LIKE GRASS , relied on by OHIM, concerned whether the fact that a Board of Appeal has omitted to
communicate to one of the parties the results of an Internet search referred to in its decision constituted an
infringement of Article 73 of Regulation No 40/94. The solution identified in those judgments cannot,
therefore, be transposed because, in this case, OHIM produces evidence before the Court of First Instance
which was not taken into consideration by the Board of Appeal.

54. Since the word sign EUROHYPO is a compound word, it must still be determined whether the
descriptiveness, established in respect of the elements of which it is composed, also exists in respect of the
compound word itself. It is clear from the case-law that a mark consisting of a word composed of elements,
each of which is descriptive of characteristics of the goods or services in respect of which registration is
sought, is itself descriptive of the characteristics of those goods or services unless there is a perceptible
difference between the word and the mere sum of its parts: that assumes either that because of the unusual
nature of the combination in relation to the goods or services the word creates an impression which is
sufficiently far removed from that produced by the mere combination of meanings lent by the elements of
which it is composed, with the result that the word is more than the sum of its parts, or that the word has
become part of everyday language and has acquired its own meaning, with the result that it is now
independent of its elements. In the latter case, it is then necessary to ascertain whether a word which has
acquired its own meaning is not itself descriptive for the purposes of the same provision (Koninklijke, KPN
Nederland , paragraph 44 above paragraph 104).

55. In the present cases the word sign EUROHYPO is a straightforward combination of two descriptive
elements, which does not create an impression sufficiently far removed from that produced by the mere
combination of the elements of which it is composed to amount to more than the sum of its parts. The
applicant has not shown that that compound word had become part of everyday language and had acquired a
meaning of its own. It argues, to the contrary, that the word sign EUROHYPO has not become part of
everyday German for describing financial services.

56. Furthermore, contrary to the applicant's submissions, the solution identified in BABY-DRY cannot be
transposed to this case. The term at issue in that case was a lexical invention which had an unusual structure,
which is not the case for the word sign EUROHYPO.

57. The Board of Appeal thus lawfully found that the word sign EUROHYPO was descriptive of financial
affairs; monetary affairs; real estate affairs; financial services and financing' in Class 36 and was, therefore,
devoid of any distinctive character. It follows that, in accordance with the findings in paragraph 45 above,
there is no need to examine whether the Board of Appeal put forward other grounds for finding that the mark
applied for was devoid of any distinctive character.

58. As regards the claim based on widespread use of the mark, since the applicant confirmed at the hearing
that it had been relied on for the first time before the Court, that claim must be held to be inadmissible,
together with the documents produced in support of it (see paragraph 30 above), in accordance with Article
135(4) of the Rules of Procedure, which states that the parties'
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pleadings may not change the subject-matter of the proceedings before the Board of Appeal. The arguments
based on the national registrations of the word sign EUROHYPO in Germany, Austria and Switzerland, also
raised for the first time before the Court, must be declared inadmissible for the same reasons. Furthermore, the
Community trade mark regime is an autonomous system with its own set of rules and with objectives peculiar
to it; it is self-sufficient and applies independently of any national system (Case T32/00 Messe München v
OHIM) (electronica) [2000] ECR II3829, paragraph 47].

59. It follows from all the foregoing that the applicant's second plea, alleging infringement of Article 7(1)(b)
of Regulation No 40/94, must be dismissed.

60. Accordingly, the action must be dismissed in its entirety.

Costs

61. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM, as applied for by the latter.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Bunker &amp; BKR, SL v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition - Application for a Community figurative mark containing the verbal element
"B.K.R." - Earlier national word mark BK RODS - Likelihood of confusion - Article 8(1)(b) of

Regulation (EC) No 40/94. Case T-423/04.

In Case T-423/04,

Bunker &amp; BKR, SL, established in Almansa (Spain), represented by J. Astiz Suarez, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.
García Murillo, acting as Agent,

defendant,

the other party to the proceedings before the OHIM Board of Appeal, intervener before the Court of First
Instance, being

Marine Stock Ltd, established in Tortola, British Virgin Islands (United Kingdom), represented by M. de
Justo Bailey, lawyer,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 30 June 2004 (Case R
0458/2002-4) concerning opposition proceedings between Bunker &amp; BKR, SL and Marine Stock Ltd,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Lindh and V. Vadapalas, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 8 October 2004,

having regard to the applicant's letter, lodged at the Registry of the Court of First Instance on 15 November
2004, in which it requests in particular that the defendant be ordered to pay the costs pursuant to Article
87(2) of the Rules of Procedure of the Court of First Instance,

having regard to the response lodged at the Registry of the Court of First Instance on 3 February 2005,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 21
January 2005,

further to the hearing on 11 May 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
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Internal Market (Trade Marks and Designs) (OHIM) of 30 June 2004 (Case R 0458/2002-4);

2. Orders OHIM to bear its own costs and to pay the costs incurred by the applicant;

3. Orders the intervener to bear its own costs.

Background to the dispute

1. On 16 October 1997, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the figurative sign (hereinafter the sign')
reproduced below:

>image>33

>image>34

3. The goods and services in respect of which registration was sought are in Classes 18, 25, and 39 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to
the following description:

- Class 18: Leather and imitations of leather, and goods made of these materials and not included in other
classes; animal skins, hides; trunks and travelling bags; umbrellas, parasols and walking sticks; whips, harness
and saddlery';

- Class 25: Ready-made clothing for women, men and children; belts, footwear (except orthopaedic) and
headgear';

- Class 39: Transport; packaging and storage of ready-made clothing for women, men and children, belts,
footwear (except orthopaedic), and headgear'.

4. The application was published in Community Trade Marks Bulletin No 66/98 of 31 August 1998.

5. On 30 November 1998, Jack Schwartz Shoes, Inc. (now Marine Stock Ltd, hereinafter the intervener')
lodged an opposition against the registration of the sign as a trade mark.

6. The opposition was directed against the registration of the sign for all the goods and services covered by
the application for registration and was based on earlier marks concerning some goods coming under Class 25,
among them the Austrian word mark BK RODS.

7. In support of its opposition, the intervener relied on the relative grounds for refusal referred to in Article
8(1)(a) and (b) of Regulation No 40/94, as amended, and Article 8(4) and (5) of that regulation.

8. In its decision of 27 March 2002, the Opposition Division of OHIM allowed the opposition as regards the
goods in Class 25, considering that there was a likelihood of confusion between the sign and the Austrian
mark BK RODS, an overall comparison of the signs at issue indicating that they were similar at a visual and
aural level. It rejected the opposition as regards the goods and services in Classes 18 and 39.

9. On 24 May 2002, the applicant brought an appeal against that decision.

10. In its decision of 30 June 2004 (hereinafter the contested decision'), the Board of Appeal dismissed the
appeal and ordered the applicant to pay the costs. It considered that, having regard
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to the identical nature and similarity of the goods in Class 25 which were covered by the application for
registration and by the intervener's earlier mark and also to the existence of some degree of visual and aural
similarity on the part of the signs at issue, there was a likelihood of confusion between the marks on the part
of the Austrian public in terms of Article 8(1)(b) of Regulation No 40/94. As regards the applicant's
submission that the Opposition Division had compared the sign only with the Austrian mark, BK RODS, the
Board of Appeal observed that, since there was a likelihood of confusion between those two marks, the
Division was not required to examine the intervener's other marks.

Forms of order sought by the parties

11. The applicant claims that the Court should:

- amend the contested decision with respect to the similarity of the signs and goods at issue, dismiss the
opposition and grant the application for registration of the mark as regards all the goods for which registration
is sought;

- alternatively, annul the contested decision so that the Opposition Division will carry out a proper
comparison of the signs at issue taking into consideration the visual and aural differences between the verbal
elements of the mark sought and the earlier mark as well as the unlikelihood of association on the part of
consumers.

12. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

13. The intervener contends that the Court should:

- dismiss the application;

- uphold the contested decision and dismiss the application for registration of the applicant's mark in respect
of the goods in Class 25;

- dismiss the application for registration of the applicant's mark in respect of the goods and services in
Classes 18 and 39.

Law

On admissibility

Admissibility of the applicant's first head of claim in as far as it requests that its application for registration
be granted

14. OHIM pleads the inadmissibility of the applicant's claim that the Court grant its application for
registration.

15. In its first head of claim, the applicant requests that the Court, inter alia, order OHIM to grant its
application for registration. However, under Article 63(6) of Regulation No 40/94, OHIM is required to take
the measures necessary to comply with the judgment of the Community judicature. Accordingly, it is not for
the Court of First Instance to issue directions to OHIM. It is for OHIM to draw the appropriate inferences
from the operative part and the grounds of this judgment (Case T-163/98 Procter &amp; Gamble v OHIM
(BABY-DRY) [1999] ECR II-2383, paragraph 53; Case T-331/99 Mitsubishi HiTec Paper Bielefeld v
OHIM (Giroform) [2001] ECR II-433, paragraph 33; Case T-34/00 Eurocool Logistik v OHIM
(EUROCOOL) [2002] ECR II-683, paragraph 12; and Case T-388/00 Institut für Lernsysteme v OHIM -
Educational Services (ELS) [2002] ECR II-4301, paragraph 19).
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16. It follows that the applicant's first head of claim is inadmissible in as far as it seeks to require the Court
of First Instance to direct OHIM to register the sign.

Admissibility of the intervener's third head of claim

17. In its submissions under Article 134(2) of the Rules of Procedure of the Court of First Instance, the
intervener requests that the Court dismiss the applicant's application for registration of the goods and services
in Classes 18 and 39. According to the intervener, there is, in essence, a likelihood of confusion between the
conflicting signs as regards both the goods in Class 25 and the goods and services in Classes 18 and 39 in
view of the close complementary connection between the goods in Class 25 and the services in Class 39 and
the similarity of the goods in Classes 25 and 18.

18. At the hearing, the applicant and OHIM pleaded the inadmissibility of that head of claim on the ground
that the issue of the correctness of the Opposition Division's assessment of the applicant's application for
registration in respect of the goods and services in Classes 18 and 39 was not before the Board of Appeal.

19. Under Article 135(4) of the Rules of Procedure, pleadings lodged by parties at the Court of First Instance
cannot alter the subject-matter of the proceedings before the Board of Appeal.

20. In the present case, the Opposition Division rejected the intervener's opposition regarding the goods and
services in Classes 18 and 39 in its decision of 27 March 2002 and the intervener in no way disputed that
assessment of the Opposition Division before the Board of Appeal.

21. Therefore, as the intervener is altering the subject-matter of the proceedings before the Board of Appeal
with its third head of claim, it must be rejected as inadmissible (see, to that effect, Case T-24/00 Sunrider
v OHIM (VITALITE) [2001] ECR II-449, paragraph 13).

22. It follows that the intervener's third head of claim must be rejected as inadmissible.

Substance

Arguments of the parties

23. In support of its application, the applicant is relying on a single plea in law, alleging infringement of
Article 8(1)(b) of Regulation No 40/94.

24. The applicant refers to the principles identified by the Court of Justice and the Court of First Instance
concerning the assessment of the likelihood of confusion (Case C-251/95 SABEL [1997] ECR I-6191,
paragraph 22, and Case T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II-4359,
paragraph 26).

25. As regards the average consumer, whose level of attention is likely to vary according to the category of
goods or services in question (Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26),
the applicant argues that, in the circumstances of this case, as the earlier mark is Austrian, the relevant
territory for the purposes of an analysis of the likelihood of confusion is Austria, whose citizens and, in
particular, young people are familiar with English. Moreover, the young are very aware of signs identifying
clothing or footwear.

26. It points out that an overall assessment of the likelihood of confusion must, as regards the visual, aural
or conceptual similarity of the marks at issue, be based on the overall impression created by them, bearing in
mind, in particular, their distinctive and dominant elements (SABEL , paragraph 23, and Lloyd Schuhfabrik
Meyer , paragraph 25). In the present case, the verbal component of the sign is not restricted to the element
B.K.R.' as the terms boots &amp; shoes' and made in Spain' appear clearly in the upper and lower parts of
that sign. Moreover, all of those verbal elements are situated within a rhomboid which encompasses and
individualises them. That
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rhomboid represents two interlinked lozenges with a black background which immediately attracts attention
and makes the sign stand out visually.

27. On the other hand, the intervener's mark offers two separate elements, namely the letters bk' and the term
rods', the English meaning of which (namely stick' or bar') can be understood by Austrian consumers.
Visually, the letters bk' form a unit specifying or supplementing the word rods', which is not present in the
sign for which registration is sought.

28. Therefore, the visual impression produced by the earlier word mark is totally different from that produced
by the sign. Those differences are easily perceived by consumers and moreover the pronunciation of the two
signs is different.

29. The applicant states that, in order to establish whether there is a likelihood of confusion or association
between two marks, one must put oneself in the position in which consumers encounter them and analyse the
information which they actually, immediately and subsequently perceive. The image retained by the memory is
imperfect and it is possible that not all the constituent elements of a sign are memorised. In this case, the
figurative aspect of the sign is most certainly prominent overall. Assuming that that mark were affixed to an
article of clothing or a shoe, the consumer's attention would, first of all, be attracted to the lozenges and then
to the letters inside them. On the other hand, as regards the earlier mark, the main verbal element is rods'
which is more striking and original than two mere letters of the alphabet.

30. The presence of three letters common to the conflicting signs is not sufficient for the consumer to
associate them. The term rods', associated with the letters b' and k', does not appear on the mark sought and
the two signs at issue are not the same as far as their graphic representation is concerned. They are therefore
visually different. The applicant adds that when distinctive character comes from the graphic representation of
the mark, those which do not offer any additional elements are less distinctive and enjoy less protection. In
such a situation, the differences between the signs constituting those marks acquire greater importance.

31. The applicant observes, concerning the conditions under which the goods at issue are marketed, that, as
the visual perception of the conflicting signs usually occurs before the act of purchase, the visual aspect, in
the present case, assumes more importance in the overall assessment of the likelihood of confusion.
Consequently, as the signs at issue are visually and aurally distinct in the relevant territory, there is no
likelihood of confusion between them, and that is so also in respect of goods in Class 25.

32. OHIM and the intervener note the principles identified by the Court of Justice and the Court of First
Instance concerning the likelihood of confusion (SABEL , paragraphs 22 and 23; Case C-39/97 Canon
[1998] ECR I-5507, paragraphs 16, 17 and 29; and Lloyd Schuhfabrik Meyer , paragraphs 17 to 19 and 25).

33. Firstly, as regards a comparison of the goods, OHIM and the intervener argue that the applicant does not
dispute the assessment of the Opposition Division, which was restated by the Board of Appeal, that the goods
covered by the earlier mark and those in Class 25 in respect of which it is applying for registration of its sign
are identical in nature or very similar.

34. Secondly, as regards a comparison of the signs, OHIM observes that, for reasons of procedural economy,
the Opposition Division and then the Board of Appeal compared the mark sought only to the earlier Austrian
mark BK RODS and not to each of the national marks put forward by the intervener in its opposition. The
relevant public is therefore the Austrian public buying clothing and footwear.

35. As regards the sign for which registration is sought, OHIM, supported by the intervener, maintains that
visually the verbal element B.K.R.' is, by virtue of its size and position in the
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sign, the determining element which will hold the attention of the relevant public, the figurative element
constituted by a geometrical figure often being used as a label in the sector at issue.

36. According to OHIM and the intervener, the combination of letters bkr' in the sign is also to be found at
the beginning of the earlier mark in that the letter r' appears in third place as the first letter of the term rods'.
Moreover, according to the intervener and OHIM, the letters bkr' are separated by full stops which causes the
relevant public to think that it is an acronym abbreviating a longer sign.

37. According to OHIM and the intervener, the verbal elements boots &amp; shoes' and made in Spain', by
virtue of their size, play only a secondary role in the overall visual impression produced by the sign.
Moreover, as those elements are descriptive and cannot be registered separately, they are not perceived as the
dominant elements of that sign. In that context, the intervener states that there are approximately 2 970
internet pages containing both those terms and that the applicant did not claim the exclusive possession of
those terms in its application for registration.

38. As regards the rhomboid encompassing the dominant element of the mark sought, although it is an
element to take into consideration in the overall visual impression of that mark, it does not have highly
distinctive character because its shape is simple and frequently used.

39. Consequently, given the similarity between the dominant element of the sign and the earlier mark, OHIM
and the intervener consider that there is a visual similarity between them.

40. Phonetically, according to OHIM and the intervener, the earlier mark is pronounced bay-ka-rods' and
bay-ka-ayrods' in the relevant territory and the mark sought is pronounced bay-ka-air'. The other verbal
elements of the mark sought are not, by virtue of their size and position, pronounced by the relevant public
and in any event even if they were, they would not be relevant for the reasons stated in paragraph 38 above.
The signs at issue thus have a trisyllabic structure, the first two syllables being common to both and the letter
r' being determinative for the pronunciation of the last syllable. The intervener concludes from this that the
conflicting signs are aurally very similar and OHIM considers that the Board of Appeal rightly held that the
signs at issue were aurally similar.

41. Conceptually, according to OHIM, neither the earlier mark nor the dominant element in the mark sought
has any meaning in the relevant territory. In contrast to the applicant's allegation, the term rods' in the earlier
mark is not part of the standard English vocabulary spontaneously recognised by Austrian consumers of the
goods at issue. The verbal elements boots &amp; shoes' and made in Spain' of the mark sought are, on the
other hand, standard expressions in the sector concerned and are easily understood by Austrian consumers as
describing the goods at issue and their geographic origin.

42. According to the intervener, the verbal element B.K.R.', which is common to the two conflicting signs,
has no particular meaning for the average consumer and, therefore, the conceptual similarity of those signs
must be considered to be very marked.

43. Thirdly, regarding assessment of the likelihood of confusion, OHIM again refers to the principles
identified by the Community judicature (see paragraph 32 above) and in that respect notes that, since the
consumer retains an imperfect image of the mark, its dominant element is of particular importance in the
overall impression produced by the mark as against the other elements of which it is composed. In this
respect, OHIM reiterates its arguments that the verbal element B.K.R.' is dominant within the sign for which
registration is sought.

44. Moreover, for the purposes of an examination of the likelihood of confusion, it is necessary to bear in
mind the consumer's level of attention, which varies according to the category of goods
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or services in question. In that regard, OHIM accepts, as regards the goods concerned, the dominating role
played by the visual impression when the signs at issue are compared and stresses their visual similarity
notwithstanding the presence of a figurative element in the sign sought.

45. OHIM also states that in the clothing sector the same mark may have different configurations depending
on the type of goods to which it is affixed. It cannot therefore be excluded that the relevant public would,
when it sees the verbal element B.K.R.', consider it to be the abbreviation of a longer sign like BK RODS
and consider the sign for which registration is sought to be a sign applied to a special line of goods belonging
to the proprietor of the earlier mark.

46. Moreover, although it may be accepted that the consumer pays more attention to the choice of mark
when he buys a particularly expensive piece of clothing, it cannot be concluded from this that, as regards the
sector concerned, the public displays particular attention in buying the goods concerned (Joined Cases T117/03
to T-119/03 and T-171/03 New Look v OHIM - Naulover (NLSPORT, NLJEANS, NLACTIVE and
NLCollection) [2004] ECR II-0000, paragraph 43). Further, at the hearing OHIM argued that it could not be
considered that the goods at issue were more specifically directed at a young public, as claimed by the
applicant.

47. In the light of these factors and, having regard to the principle of interdependence, namely that a slight
similarity between the signs may be offset by a high degree of identity or similarity between the goods,
OHIM considers that the Board of Appeal committed no error which would warrant the annulment of the
contested decision.

48. The intervener considers that the degree of similarity between the goods or services at issue is
accompanied by a high degree of similarity between the signs at issue. When he visualises the goods or
services designated by the conflicting signs, the average consumer's immediate understanding would be that
they come from the same undertaking or from economically linked undertakings and he would assume that
those undertakings initially decided to use the registered mark BK RODS and then its derivative B.K.R.'.

Findings of the Court

49. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for shall not be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
The likelihood of confusion includes the likelihood of association with the earlier trade mark.

50. Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means trade marks
registered in a Member State with a date of application for registration which is earlier than the date of
application for registration of the Community trade mark.

51. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically linked undertakings, constitutes a
likelihood of confusion.

52. As set out in the same case-law, the likelihood of confusion must be assessed globally, according to the
perception that the relevant public has of the signs and the goods or services at issue, and taking into account
all factors relevant to the circumstances of the case, in particular the interdependence of the similarity between
the signs and the similarity between the goods or services covered (see Case T-162/01 Laboratorios RTB v
OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 30 to 33,
and the case-law cited, and Case T-112/03 L'Oréal v OHIM - Revlon (FLEXI AIR) [2005] ECR II-0000,
paragraph 57).
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- The relevant public

53. It is common ground between the parties that the intervener's earlier word mark, BK RODS, which is the
only one at issue in these proceedings, is registered in Austria, which therefore constitutes the relevant
territory for the purpose of the application of Article 8(1)(b) of Regulation No 40/94.

54. The Court also finds, like the Board of Appeal, that as the goods in Class 25 are everyday consumer
goods, the relevant public is the average consumer deemed to be reasonably well-informed and reasonably
observant and circumspect (see, to that effect, Fifties , paragraph 29; Case T-292/01 Phillips-Van Heusen
v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335, paragraph 43; and
NLSPORT, NLJEANS, NLACTIVE and NLCollection , paragraph 25). In that regard, notwithstanding the
applicant's claims, there is nothing to show that the goods at issue are specifically directed at a young public.

55. Accordingly, for the purpose of the overall assessment of the likelihood of confusion, it is necessary to
take into account the view of the relevant public made up of average Austrian consumers.

- The similarity of the goods

56. As the parties have not disputed the Board of Appeal's finding that the goods designated by the
conflicting marks are identical or very similar, it must be held that the goods at issue are identical or very
similar.

- The similarity of the signs

57. According to settled case-law, the assessment of the likelihood of confusion, so far as concerns the
visual, aural or conceptual similarity of the signs in question, must be based on the overall impression given
by the marks, bearing in mind, inter alia, their distinctive and dominant components (BASS , paragraph 47,
and the case-law cited, and Case T-33/03 Osotspa v OHIM - Distribution &amp; Marketing (Hai) [2005]
ECR II-0000, paragraph 47). The consumer only rarely has the chance to make a direct comparison between
the different marks but must trust the imperfect image of them that he has kept in his mind. In general it is
the dominant and distinctive features of a sign which are most easily remembered. Therefore, the requirement
for an assessment of the overall impression made by a mark does not exclude an examination of each of its
components in order to determine its dominant elements (see Case T-185/03 Fusco v OHIM - Fusco
International (ENZO FUSCO) [2005] ECR II-0000, paragraph 46, and the case-law cited).

58. In the present case, at a visual level, the Board of Appeal, in the contested decision, considered that the
dominant element of the sign was made up of the three letters bkr', the verbal elements boots', shoes' and
made in Spain' being less important on account of their size. It was of the opinion that the dominant element
of that sign took the first two letters of the earlier mark and added to them the letter r', the first letter of the
word rods' in the earlier mark. Furthermore, the fact that the three letters of the sign are separated by full
stops gives the impression that it is an abbreviation (paragraph 16 of the contested decision). From that, the
Board of Appeal deduced that the conflicting signs were visually similar.

59. In that regard, OHIM rightly considered that, at a visual level, the dominant element of the mark sought
was B.K.R.' by virtue of its size, its position in the sign and its being in bold. According to the case-law,
whilst the average consumer normally perceives the mark as a whole and does not proceed to analyse its
various details, it is, in general, the dominant and distinctive features of a sign which are most easily
remembered (see NLSPORT, NLJEANS, NLACTIVE and NLCollection , paragraph 39, and the case-law
cited).

60. As regards the applicant's argument that the mark sought also contains the verbal elements
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boots', shoes' and made in Spain', it must be stated that those elements are, by virtue of their size and their
position, visually less significant than the element B.K.R.'. Furthermore, as OHIM submits, those terms are
descriptive of the goods at issue and their geographic origin. Those verbal elements thus occupy a subsidiary
position in the sign and are, therefore, secondary in comparison with the dominant verbal element B.K.R.'.

61. As regards the figurative elements of the sign, namely two interlinked lozenges with a black background,
it must be noted that the applicant did not dispute OHIM's assertion that that rhomboid shape is frequently
used and is not therefore of an intrinsically distinctive nature. Those figurative elements are thus also
secondary in comparison with the dominant element of the mark sought.

62. On the other hand, as regards a comparison of the dominant element of the sign, B.K.R.', and the earlier
mark BK RODS, it must be held that the presence of three letters common to both of those signs is not such
as to endow them with visual similarity.

63. First, whilst it is true that the letters b' and k' are common to both of the signs at issue and that their
position at the beginning of the two signs affects the way they are perceived visually, the presence, in both
signs, of the letter r' is not such as to make them similar. As admitted by OHIM at the hearing in answer to a
question by the Court, it cannot be considered that the letter r' appearing in the verbal element rods' of the
earlier mark is perceived by the relevant public as separate from the three other letters of that word (ods').
The verbal element rods' must therefore be regarded as a whole and not as a word made up of different letters
of which the letter r' is one. Therefore, OHIM incorrectly held that the two signs at issue had the letter
combination bkr' in common at a visual level.

64. Furthermore, the verbal element rods' of the earlier mark will attract the consumer's attention more since,
unlike the associated letters b' and k' which precede it, it forms a word.

65. Finally, while the dominant verbal element of the mark sought is a single entity, the earlier mark is made
up of two elements, the verbal element rods' being longer than the element bk'. It cannot, in this respect, be
denied that the different length of the signs at issue accentuates their dissimilarity.

66. Secondly, it cannot be considered, contrary to that which is alleged by OHIM, that the presence of a full
stop after each of the letters making up the dominant element of the mark sought is a contributory factor
rendering the two signs at issue similar at a visual level. Whilst it is true that the presence of those three full
stops might induce the consumer of the goods at issue to regard the sign as an abbreviation, that sign could
not be perceived as the abbreviation of BK RODS. In that situation, only the letter r' of the sign would be the
first letter of the word rods' in the earlier mark, as the letters b' and k' of that sign cannot be the first letters
of words making up the earlier mark.

67. Thirdly, in the visual assessment of the signs at issue as a whole, it must be pointed out that the mark
sought is of a complex nature, being a composite sign, made up not only of dominant and secondary verbal
elements (see paragraphs 59 and 60 above), but also of figurative elements (see paragraph 61 above). The
presence of figurative elements in the mark sought, namely the framing in the shape of a lozenge and the
special typography of the dominant verbal element B.K.R.', although secondary to the dominant element of
that mark, tends to increase the dissimilarity between them when the conflicting signs are assessed visually as
a whole. In that respect, given the presence of other elements in each of the conflicting signs, the fact that
those two signs have the letters b' and k' in common has no decisive impact on a visual comparison.

68. It is apparent from the foregoing that, having regard to the incorrectness of the assessments in paragraph
16 of the contested decision, the Board of Appeal could not lawfully claim that the
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signs at issue, assessed overall, were visually similar.

69. At an aural level, the Board of Appeal considered that the earlier mark and the dominant element of the
sign were similar, given the identical nature of the first three letters of those two signs (paragraph 17 of the
contested decision). According to OHIM, the earlier mark is pronounced bay-ka-rods' in the relevant territory
and according to the intervener, bay-ka-ayrods'. As for the sign for which registration is sought, the
appropriate pronunciation is bay-ka-air' according to both parties.

70. In the present case, it is relevant to take into account the average Austrian consumer's pronunciation of
the word rods', although this word is of English origin. It is difficult to establish with certainty how the
average consumer will pronounce a word from a foreign language (Case T-57/03 SPAG v OHIM - Dann
and Backer (HOOLIGAN) [2005] ECR II-0000, paragraph 58). Even if the word rods' were acknowledged
to be foreign and its meaning were known to the average consumer, its pronunciation would not necessarily
be that of the original language. Correct pronunciation in the original language not only presupposes a
knowledge of that pronunciation but also an ability to pronounce the word at issue with the right accent. In
this case, contrary to what is alleged by the applicant, the word rods', meaning stick' or bar', is technical in
nature and this militates against the view that the average Austrian consumer necessarily knows its meaning.

71. The pronunciation of the earlier mark in the Austrian language, namely bay-ka-rods', must therefore be
taken into account, d' being the letter stressed in the word rods'.

72. In this respect, the claim by OHIM and the intervener that the two signs at issue are aurally similar, as
their first three letters are the same, must be rejected. Only the letters b' and k', pronounced bay' and ka', are
common to the two signs at issue. The letter r' in the mark sought, pronounced air', and the term rods', made
up of two syllables and pronounced rodds', cannot be considered to be aurally similar. Therefore, OHIM is not
justified in considering that the dominant element of the mark sought (B.K.R.') is included, at an aural level,
in the earlier mark.

73. It follows that, having regard to the incorrect nature of the assessment to be found in paragraph 17 of the
contested decision, the Board of Appeal could not lawfully claim that there was an aural similarity between
the two signs in conflict.

74. At a conceptual level, the Board of Appeal stated in paragraph 19 of the contested decision, and it has
not been contested by the applicant, that there was no obvious conceptual similarity between the signs at
issue.

75. Contrary to what is alleged by the intervener, as the dominant verbal element of the sign, namely
B.K.R.', and BK RODS have no meaning for the relevant public in the clothing sector, a comparison of the
conflicting signs at a conceptual level is irrelevant (see, to that effect, Case T-224/01 Durferrit v OHIM -
Kolene (NU-TRIDE) [2003] ECR II-1589, paragraph 48, and Joined Cases T-183/02 and T184/02 El Corte
Inglés v OHIM - Gonzalez Cabello and Iberia Líneas Aéreas de España (MUNDICOR) [2004] ECR
II-0000, paragraph 93).

- The likelihood of confusion

76. When making an overall assessment of the marks at issue, visual, aural and conceptual differences
between the conflicting signs are sufficient, in spite of the identical nature of the goods designated, to
preclude the resemblances between the conflicting signs from giving rise to a likelihood of confusion in the
mind of the average consumer (Case T-35/03 Aventis CropScience v OHIM - BASF (CARPO) , not
published in the ECR, paragraph 29).

77. In the present case, notwithstanding some resemblances between the signs at issue, all the factors noted
in paragraphs 59 to 75 above must be taken into account when making an overall assessment
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of the likelihood of confusion. As the Board of Appeal incorrectly held that the signs at issue were visually
and aurally similar, and as there is no conceptual similarity between them, it cannot be held that there is an
overall similarity between them. Accordingly, notwithstanding the identical nature of the goods at issue, there
is no likelihood of confusion between the signs at issue.

78. The single plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94 must therefore be
upheld, it not being necessary also to examine the applicant's argument concerning the importance, when
assessing the likelihood of confusion, of the visual similarity of the conflicting signs (see paragraph 30 above).

79. In its claims, the applicant primarily requests the amendment of the contested decision. Article 63(3) of
Regulation No 40/94 does provide for the possibility of an amendment. However, that possibility is, in
principle, restricted to situations in which the case has reached a stage permitting final judgment (Case
T-334/01 MFE Marienfelde v OHIM (HIPOVITON) [2004] ECR II-0000, paragraph 63). That is not the
case in this instance, since the Board of Appeal, in the course of its examination, took into account only one
of the earlier marks relied on in support of the opposition and did not rule on all the provisions of Regulation
No 40/94 which were relied on by the intervener.

80. Therefore the contested decision must be annulled.

Costs

81. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Under the third subparagraph of Article 87(4)
of the Rules of Procedure, the Court of First Instance may order an intervener to bear his own costs.

82. In the present case, OHIM and the intervener have been unsuccessful inasmuch as the contested decision
must be annulled in accordance with the applicant's claim to that effect.

83. In its letter of 15 November 2004 to the Registry of the Court of First Instance, the applicant applied for
an order that the defendant pay the costs.

84. As regards OHIM's plea of inadmissibility concerning that application, according to settled case-law, the
fact that the successful party did not ask for costs until the hearing does not debar the Court from awarding
them (Case 113/77 NTN Toyo Bearing and Others v Council [1979] ECR 1185, and the Opinion of
Advocate General Warner delivered in that case, at 1212, especially at 1274; Case T-64/89 Automec v
Commission [1990] ECR II-367, paragraph 79; and Case T-13/92 Moat v Commission [1993] ECR
II-287, paragraph 50). The same is true a fortiori if the application for costs is made, as in the present case,
in a letter sent in the course of the written procedure.

85. As OHIM has been unsuccessful in its claims, it must be ordered to pay the costs incurred by the
applicant in addition to its own costs.

86. As the applicant did not apply for an order that the intervener pay the costs, it is to bear its own costs.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2005. Soffass SpA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for Community figurative mark containing the verbal element
"NICKY" - Earlier national figurative marks containing the verbal element "NOKY" - Rejection of

opposition for absence of likelihood of confusion - Annulled by the Board of Appeal - Remittal to the
Opposition Division to examine whether the goods are similar and the proof of use - Article 8(1)(b) of

Regulation (EC) No 40/94. Case T-396/04.

In Case T-396/04,

Soffass SpA, established in Porcari (Italy), represented by V. Bilardo and C. Bacchini, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade marks and Designs) (OHIM), represented by M.
Capostagno, acting as Agent,

defendant,

the other party to the proceedings before the OHIM Board of Appeal, and intervener before the Court of First
Instance, being

Sodipan, SCA, established in Saint-Etienne-du-Rouvray (France), represented by N. Boespflug, lawyer,

ACTION brought against the decision of the First Board of Appeal of OHIM of 16 July 2004 (Case R
699/20031), relating to opposition proceedings between Soffass SpA and Sodipan SCA,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, I. Labucka and V. Trstenjak, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 4 October 2004,

having regard to the response lodged at the Registry of the Court on 21 January 2005,

having regard to the response of the intervener lodged at the Registry of the Court on 9 February 2005,

having regard to measure of organisation of procedure of 24 June 2005,

further to the hearing on 13 September 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 20 September 1999, Soffass SpA filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade marks and Designs) (OHIM') under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the figurative mark reproduced below:

>image>79

>image>80

3. The goods in respect of which registration was sought fall within Class 16 of the Nice Agreement
Concerning the International Classification of Goods and Services for the Purposes of the Registration of
Trade Marks of 15 June 1957, as revised and amended, and correspond to the following description: Articles
made of paper and/or cellulose for household and cleaning purposes, such as handkerchiefs, face cloths, hand
towels, napkins, kitchen towels on rolls or spools, toilet paper'.

4. On 10 April 2000 that application was published in Community Trade Marks Bulletin No 29/2000.

5. On 10 July 2000, Sodipan SCA brought opposition proceedings against registration of the mark sought on
the basis of Article 8(1)(b) of Regulation No 40/94.

6. The opposition was based on the following earlier national registrations:

- French registration No 1 400 192, in force from 6 April 1967, for paper, cardboard and goods made from
those materials and not covered by other classes', included in Class 16, of the figurative mark reproduced
below:

>image>81

>image>82

- French registration No 1 346 586, in force from 14 March 1986, for products made from paper for
household and cleaning purposes, such as toilet paper, handkerchiefs, kitchen paper, serviettes, tablecloths,
table mats, sets of table mats, paper plates and cups and other single use products (or disposable products)',
included in Class 16, of the figurative mark reproduced below:

>image>83

>image>84

7. By decision of 24 November 2003 the Opposition Division of OHIM dismissed the opposition. Essentially,
it held that the signs were visually, phonetically and conceptually dissimilar. It stated, in that regard, that the
signs are clearly dissimilar, in their overall impression, [in] all respects'. Since the overall impression produced
by the signs was clearly different, the Opposition Division held that it was unnecessary to make a comparison
of the goods. For the same reason, it did not examine the proof of use of the earlier marks adduced by the
intervener in accordance with Article 43 of Regulation No 40/94.

8. On 4 December 2003 the intervener brought an appeal against the Opposition Division's decision.

9. By decision of 16 July 2004 (the contested decision') the First Board of Appeal, finding that the marks
presented an appreciable degree of similarity, annulled the Opposition Division's decision and remitted the case
to the latter in order to make a comparison of the goods concerned and to examine the proof of use of the
earlier marks.
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Forms of order sought

10. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

11. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

12. The intervener contends that the Court should:

- dismiss the action;

- declare that, given the likelihood of confusion between the marks, increased by the fact that the goods
concerned are identical, the opposition brought by the intervener against the application for registration of a
Community mark is well founded;

- order the applicant to pay the costs.

Law

13. The applicant puts forward a single plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94
inasmuch as the Board of Appeal erred in finding that there were similarities between the marks.

Arguments of the parties

14. The applicant observes that, contrary to the findings of the Board of Appeal, the marks are not likely to
be confused on account of their clear phonetic, visual and conceptual differences. The Board of Appeal
misinterpreted the notion of likelihood of confusion as interpreted by the Community case-law (Case C-251/95
SABEL [1997] ECR I-6191, paragraph 22, and Case C-39/97 Canon [1998] ECR I5507, paragraph 29).

15. As regards the phonetic aspect, the applicant contests the Board of Appeal's finding that the resemblance
between the final syllables ky' and cky' outweighs the phonetic difference resulting from the vowels o' and i'.
The applicant maintains that that clear difference, even more marked in French on account of the different
pronunciation of the syllables ni' and no', must predominate, since, as a matter of fact, it is the sound of the
first part of a word which is remembered by the consumer (decision of the First Board of Appeal in Case
R-120/2000-1 Manfield/PENFIELD , paragraph 23).

16. As regards the visual aspect, the applicant challenges the statement in the contested decision that the
marks are similar because they are characterised by the same initial and final letters and consist of two short
names resembling English words. It states that the marks have considerable differences. The number of their
letters is different (five for NICKY and four for NOKY). In the first NOKY mark the letters n' and y' are
arranged on an oblique line and converge at the top. Furthermore, the letter o' of NOKY is shaped like a
triangle with rounded angles. Also, the vertical line which forms the letter k' of NOKY is much taller than the
oblique line of the same letter. The second NOKY mark is clearly characterised by an image representing a
bear with a heart imprinted on its chest. In addition, its initial and final letters are larger than the others.
Finally, unlike the mark applied for, the two earlier marks are composed of letters with rounded ends.

17. As regards the conceptual aspect, the applicant challenges the Board of Appeal's statement
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that it has failed to prove that the word Nicky' is known in France as a diminutive.

18. The applicant maintains that it is well known and widely accepted, without any need for it to be proved,
that the word Nicky' is perceived by the Frenchspeaking and European Community public in general as the
diminutive of French first names such as Nicole, Nicolas or Nicolette, or as the equivalent of those first
names in a foreign language. It relies, in that respect, on the racing driver Niki Lauda, a 1970s film entitled
Mikey and Nicky' and a cartoon whose title is Nicky Larson'. On the other hand, the word noky' is a Czech
word which is the equivalent of the Italian word gnocchi'. The applicant expresses doubt, however, as to
whether the French-speaking public understands that meaning. That word might rather suggest to the
French-speaking public NOKIA, a wellknown distinctive sign in the mobile telephone sector.

19. The applicant argues that it is sufficient, in order to exclude any likelihood of confusion, that the
French-speaking public immediately perceives the word Nicky' as a diminutive or short form of proper names.
According to the case-law, it is sufficient if one of the marks has a clear and specific meaning for the
relevant public for the visual and phonetic similarities between them to be counteracted to a large extent (Case
T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR
II-4335, paragraph 54, and Case T-185/02 Ruiz-Picasso and Others v OHIM - DaimlerChrysler (PICARO)
[2004] ECR I0000, paragraphs 55 and 56).

20. OHIM submits that the Board of Appeal made a proper comparison of the Community mark applied for
and the earlier marks, highlighting the observable likenesses which give rise to a high degree of similarity.

21. Referring to the applicant's detailed examination of the characteristics of the signs (see paragraph 16
above), OHIM states that it concerns elements which are clearly marginal to the overall perception of those
marks. In spite of the presence of the stylised image of the bear in the second of the earlier marks, the word
noky' is indisputably the dominant element of the two French marks.

22. In particular, as regards the conceptual analysis of the marks, OHIM claims that the evidence put forward
by the applicant in support of its assertion that NICKY has a clear and precise meaning, which is the
diminutive of a proper name, is not really capable of supporting such an argument. The judgments in BASS
and PICARO , referred to in paragraph 19 above, cannot be applied in this case as there is no clear and
precise' meaning for one of the contested signs which is capable of excluding any possible association
between them. Furthermore, in accordance with Article 135(4) of the Rules of Procedure of the Court of First
Instance, OHIM raises a plea of inadmissibility in respect of any fresh plea submitted to the Court for the first
time, since documents 13 to 21 annexed to the application may be defined as such. Those documents are
entirely new and cannot therefore be admitted at this stage of the proceedings (Case T-129/01 Alejandro v
OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 67).

23. The intervener submits that since the similarities between the signs are obvious, the Board of Appeal was
right to annul the Opposition Division's decision.

24. It argues, inter alia, that conceptually the mark NICKY, used for goods such as articles made of paper,
handkerchiefs and serviettes, will not be perceived by French consumers as alluding to the name of a person,
since there is nothing to induce consumers to make a connection between those products and a person called
NICKY', especially as the use of such a diminutive is extremely rare.

Findings of the Court

25. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of
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an earlier trade mark, the trade mark applied for is not to be registered if, because of its identity with or
similarity to the earlier trade mark and the identity or similarity of the goods or services covered by the trade
marks, there exists a likelihood of confusion on the part of the public in the territory in which the earlier
trade mark is protected.

26. It is clear from that provision that the likelihood of confusion presupposes both that the mark applied for
and the earlier mark are identical or similar, and that the goods or services covered by the application for
registration are identical or similar to those in respect of which the earlier mark is registered. Those conditions
are cumulative (Case C-106/03 P Vedial v OHIM [2004] ECR I-9573, paragraph 51).

27. Therefore, if the signs are completely different it is possible in principle, without examining the goods in
question, to take the view that there is no likelihood of confusion.

28. It should be added that, according to settled case-law, the risk that the public might believe that the
goods or services in question come from the same undertaking or, as the case may be, from economically
linked undertakings constitutes a likelihood of confusion.

29. The same case-law also states that the likelihood of confusion must be assessed globally, according to the
perception by the relevant public of the signs and the goods or services in question, and taking into account
all factors relevant to the circumstances of the case, in particular the interdependence between similarity of the
signs and similarity of the goods or services designated (see Case T-162/01 Laboratorios RTB v OHIM -
Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to 33 and the
case-law cited).

30. In the light of that interdependence, even a lesser degree of similarity between the marks may be offset
by a higher degree of similarity between the designated goods or services and vice versa (see, by analogy,
Canon , paragraph 17, and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 19).

31. Therefore, if there is even a slight similarity between the two signs the likelihood of confusion must be
assessed globally, taking account of all the relevant factors.

32. It is also clear from the settled case-law that the global assessment of the likelihood of confusion, as far
as concerns the visual, phonetic or conceptual similarity of the marks, must be based on the overall impression
given by them, bearing in mind, inter alia, their distinctive and dominant components (see BASS , paragraph
47, and the case-law cited).

33. In this case it is common ground that the relevant public for the purposes of such an assessment is the
French public.

34. As regards the visual aspect, it must be held that there is a certain similarity between the marks at issue.
Three of the four letters of the mark NOKY are found in the same place in NICKY. The marks have the first
letter n' and the ending ky' in common. Since that ending is not usual in the French language it may be
regarded as the dominant element in the two marks which draws the attention of French consumers.

35. As regards the phonetic aspect, there is a further similarity between the marks concerned as the last
syllable ky', which is identical in the two marks at issue, draws the attention of French consumers. Therefore,
the first syllables of those signs, which differ from each other, have less impact phonetically.

36. In that regard, it must be recalled that according to the case-law, the degree of aural similarity between
the two marks is of less importance in the case of goods which are marketed in such a way that, when
making a purchase, the relevant public usually perceives visually the mark designating those goods (BASS ,
paragraph 55).
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37. Likewise, conceptually, it is possible, as the applicant observed (see paragraphs 18 and 19 above), that
the word Nicky' may be perceived by French consumers as a diminutive of the first names Nicolas or Nicole.
The importance of that argument is, in part, influenced by the nature of the goods concerned and the
circumstances in which they are marketed. Accordingly, the assessment of that argument cannot be separated
from the other factors which may be relevant.

38. It must be held that the similarities between the marks, identified in paragraphs 34 and 35 above, are
such that the Board of Appeal was right to hold that a comparison of the goods should be carried out in order
to make an overall assessment of the likelihood of confusion in this case. That is particularly the case where
the marks have similar components, even if only slightly similar, which may be offset in an overall
assessment by other factors, such as the nature of the goods and the circumstances in which they are
marketed.

39. Where the marks are not clearly dissimilar, but have a number of similar factors together with certain
components capable of distinguishing them, the assessment of the respective importance of those components
must not be carried out in isolation, but in an overall assessment of the likelihood of confusion, taking
account of all the relevant factors (see paragraph 29 above).

40. It is clear from the foregoing that the single plea in law alleging infringement of Article 8(1)(b) of
Regulation No 40/94 must be rejected.

41. As regards documents 13 to 21 annexed to the application (see paragraph 22 above), they cannot be
taken into consideration because the purpose of actions before the Court of First Instance is to obtain a review
of the legality of decisions of the Boards of Appeal of OHIM for the purposes of Article 63 of Regulation No
40/94. It is not the Court's function to review the facts in the light of documents adduced for the first time
before it. Moreover, to allow that evidence would be contrary to Article 135(4) of the Rules of Procedure,
according to which the parties' submissions may not alter the subject-matter of the proceedings before the
Board of Appeal. Accordingly, that evidence must be excluded, without its being necessary to assess its
probative value (BUDMEN , paragraph 67).

42. In the light of all of the foregoing, the applicant's claim for annulment must be rejected.

43. As regards the intervener's application for a declaration that the opposition brought against the registration
of the Community mark is well founded, it is clear from a combined reading of subparagraphs (2) and (3) of
Article 63 of Regulation No 40/94 that decisions of the Boards of Appeal may be altered only where they
contain a substantive or procedural irregularity (Case T-247/01 eCopy v OHIM (ECOPY) [2002] ECR
II5301, paragraph 46). It is sufficient to state, in that regard, that the contested decision does not contain such
an irregularity and that it is appropriate to make an overall assessment of the likelihood of confusion in this
case, taking account of all the relevant factors.

44. The intervener's application to overturn the decision must therefore be dismissed.

Costs

45. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM and the intervener have applied for costs, the applicant must be ordered to pay the costs.
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ARRÊT DU TRIBUNAL (première chambre) 

5 avril 2006 (*) 

« Marque communautaire – Marque figurative se présentant sous la forme d’une ligne longitudinale 
terminée en triangle – Refus d’enregistrement – Défaut de caractère distinctif – Acquisition d’un 

caractère distinctif par l’usage » 

Dans l’affaire T-388/04, 

Habib Kachakil Amar, demeurant à Valence (Espagne), représenté par Me J. C. Heder, avocat,

 

partie requérante,

contre 

Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles)
(OHMI), représenté par M. O. Mondéjar, en qualité d’agent, 

partie défenderesse,

ayant pour objet un recours formé contre la décision de la première chambre de recours de l’OHMI 
du 20 juillet 2004 (R 175/2004-1), refusant l’enregistrement de la marque figurative « Ligne 
longitudinale se terminant par un triangle » comme marque communautaire, 

LE TRIBUNAL DE PREMIÈRE INSTANCE 
DES COMMUNAUTÉS EUROPÉENNES (première chambre), 

composé de M. R. García-Valdecasas, président, M. J. D. Cooke et Mme V. Trstenjak, juges,

 

greffier : Mme B. Pastor, greffier adjoint,

 

vu la requête déposée au greffe du Tribunal le 28 septembre 2004, 

vu le mémoire en réponse de l’OHMI déposé au greffe du Tribunal le 9 décembre 2004, 

à la suite de l’audience du 30 novembre 2005, 

rend le présent 

Arrêt 

 Cadre juridique 

1       L’article 7 du règlement (CE) n º 40/94 du Conseil, du 20 décembre 1993, sur la marque
communautaire (JO 1994, L 11, p. 1) dispose : 

« 1. Sont refusé[e]s à l’enregistrement :  

b) les marques qui sont dépourvues de caractère distinctif ;  

[…] 

3. Le paragraphe 1, [sous] b), c) et d), n’est pas applicable si la marque a acquis pour les produits
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et services pour lesquels est demandé l’enregistrement un caractère distinctif après l’usage qui en a 
été fait. » 

2       L’article 73 du règlement nº 40/94 prévoit ce qui suit : 

« Les décisions de l’Office sont motivées. Elles ne peuvent être fondées que sur des motifs sur
lesquels les parties ont pu prendre position. » 

 Antécédents du litige  

3       Le 20 juin 2003, le requérant a présenté une demande de marque communautaire à l’Office de 
l’harmonisation dans le marché intérieur (marques, dessins et modèles) (OHMI), en vertu du 
règlement nº 40/94.  

4       La marque dont l’enregistrement a été demandé est le signe figuratif représenté ci-dessous : 

  

5       Les produits pour lesquels l’enregistrement a été demandé relèvent de la classe 25 au sens de
l’arrangement de Nice concernant la classification internationale des produits et des services aux 
fins de l’enregistrement des marques, du 15 juin 1957, tel que révisé et modifié, et correspondent à
la description suivante : « Vêtements, chaussures, chapellerie, en particulier chaussures de sport ».  

6       Par lettre du 4 décembre 2003, l’examinateur a informé le requérant que la marque demandée ne
pouvait pas être enregistrée pour les produits visés dans la demande de marque, en application de
l’article 7, paragraphe 1, sous b), du règlement n° 40/94. L’examinateur a retenu que la marque 
figurative demandée était, au regard des produits pour lesquels l’enregistrement était demandé, 
dépourvue de toute caractéristique ou de tout élément additionnel pouvant lui conférer un caractère
suggestif ou imaginatif et qu’elle ne permettait pas au consommateur moyen de distinguer l’origine 
des produits. L’examinateur a considéré que le signe demandé était dépourvu de tout caractère
distinctif et ne permettait pas à la marque demandée de remplir sa fonction essentielle. 

7       Par lettre du 8 janvier 2004, en réponse à la lettre de l’examinateur du 4 décembre 2003, le 
requérant a indiqué que la marque demandée avait acquis un caractère distinctif après l’usage qui 
en avait été fait et que, partant, ce n'était pas l’article 7, paragraphe 1, sous b), du règlement 
nº 40/94 qui était d’application, mais l’article 7, paragraphe 3. À l’appui de son affirmation, il a 
produit plusieurs pages de catalogues montrant divers modèles de chaussures de sport ainsi que
plusieurs factures et connaissements maritimes attestant le transport de chargements de
chaussures de sport par des fabricants chinois et qui avaient comme destinataire le requérant, en
Espagne. 

8       Par décision du 24 février 2004, l’examinateur a rejeté la demande d’enregistrement, confirmant ce 
qui avait été exposé dans sa lettre du 4 décembre 2003, à savoir que la marque était dépourvue de
caractère distinctif, en application de l’article 7, paragraphe 1, sous b), du règlement n° 40/94. Il a 
également considéré que le requérant ne pouvait pas invoquer le bénéfice de l’article 7, paragraphe 
3, du même règlement, pour les raisons suivantes : 

–       « les documents fournis consistaient en diverses factures et reçus commerciaux, ainsi que des 
pages de catalogues sur lesquelles figuraient divers modèles de chaussures de sport, 
comportant tous un signe distinctif très différent de la marque demandée ;  

[…]  

–       en raison de la différence fondamentale entre le signe pour lequel l’enregistrement est sollicité 
et le signe apparaissant sur les chaussures de sport, les preuves de l’usage [de la marque] 
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fournies [par le requérant], nous concluons que lesdites preuves ne doivent pas être prises en 
compte, étant donné qu’elles ne correspondent pas et, par conséquent, ne prouvent pas 
l’usage de la marque demandée. » 

9       Le 2 mars 2004, le requérant a formé un recours contre la décision de l’examinateur. Devant la 
chambre de recours, le requérant n’a pas contesté l’analyse de l’examinateur concernant 
l’application de l’article 7, paragraphe 1, sous b), du règlement n° 40/94. S’agissant des motifs 
retenus par l’examinateur pour rejeter l’application de l’article 7, paragraphe 3, il a fait valoir que le 
signe qui apparaissait sur les preuves d’usage fournies était le même que le signe pour lequel
l’enregistrement de la marque était demandé, puisque le premier correspondait à la chaussure pour 
le pied gauche, tandis que le second était la représentation asymétrique du signe utilisé, à savoir la
chaussure pour le pied droit. À l’appui de son recours, il a versé de nouvelles preuves consistant en
des photographies de chaussures de sport. 

10     Le 20 juillet 2004, la première chambre de recours de l’OHMI a rejeté le recours formé par le 
requérant en adoptant la décision R 175/2004-1 (ci-après « la décision attaquée »). La chambre de 
recours a relevé : 

–       en ce qui concerne l’article 7, paragraphe 1, sous b), du règlement n° 40/94, que le requérant 
n’avait pas contesté l’analyse de l’examinateur sur le défaut de caractère distinctif intrinsèque 
de la marque demandée et qu’il convenait de confirmer l’analyse de l’examinateur à cet égard 
(décision attaquée, point 10) ;  

–       s’agissant de l’article 7, paragraphe 3, du règlement n° 40/94, qu’aucune preuve produite ne 
mentionnait l’usage du signe en tant que marque pour la commercialisation des vêtements et 
de la chapellerie et que les documents relatifs à l’usage des chaussures de sport ne 
démontraient pas que le signe était considéré comme une marque par le public concerné tant 
espagnol qu’européen ni qu’il était connu par une partie importante dudit public (décision 
attaquée, point 14), pour en déduire que le requérant n’était pas parvenu à prouver que le 
signe avait acquis un caractère distinctif par l’usage qui en avait été fait dans une partie 
substantielle du territoire de l’Union européenne (décision attaquée, point 15). 

 Conclusions des parties 

11     Le requérant conclut à ce qu’il plaise au Tribunal : 

–       annuler la décision attaquée ; 

–       condamner l’OHMI aux dépens. 

12     L’OHMI conclut à ce qu’il plaise au Tribunal : 

–       rejeter le recours ; 

–       condamner le requérant aux dépens. 

 En droit 

13     À l’appui de son recours, le requérant invoque quatre moyens d’annulation. Le premier moyen est 
tiré d’une violation des droits de la défense et du droit d’être entendu, au sens de l’article 73 du 
règlement n° 40/94. Par son deuxième moyen, le requérant invoque une violation du principe de 
confiance légitime. Par ses troisième et quatrième moyens, le requérant considère que la chambre
de recours a enfreint l’article 7, paragraphes 1, sous b), et 3, du règlement n° 40/94.  

 Sur le premier moyen, tiré de la violation de l’article 73 du règlement n° 40/94 

 Arguments des parties 

14     Le requérant estime que la décision attaquée viole les droits de la défense et le droit d’être entendu, 
consacrés à l’article 73 du règlement n° 40/94, selon lequel les décisions de l’OHMI ne peuvent être 
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fondées que sur des motifs sur lesquels les parties ont pu prendre position. Il invoque la jurisprudence du
Tribunal selon laquelle la chambre de recours viole les droits de la défense de la requérante en ne
lui donnant pas la possibilité de se prononcer sur l’application de motifs absolus de refus qu’elle 
retient d’office [arrêts du Tribunal du 27 février 2002, Eurocool Logistik/OHMI (EUROCOOL),
T-34/00, Rec. p. II-683, point 22, et du 8 juillet 2004, Telepharmacy Solutions/OHMI
(TELEPHARMACY SOLUTIONS), T-289/02, non encore publié au Recueil, point 22]. 

15     En l’espèce, le requérant fait observer que la question de l’acquisition, par le signe utilisé, d’un 
caractère distinctif dans une partie substantielle de la Communauté européenne, en raison de son
usage, n’a pas été abordée devant l’examinateur. Celui-ci n’aurait pas davantage abordé le 
problème de l’usage du signe demandé en tant que marque, ni exigé la preuve que le signe soit
reconnu, sur le marché, comme un élément indiquant l’origine des produits ou services 
correspondants. Les droits de la défense du requérant auraient été méconnus dans la mesure où
celui-ci ignorait que sa marque pouvait être refusée pour ne pas avoir été utilisée dans une partie
substantielle de la Communauté européenne, les raisons invoquées par la chambre de recours ne
figurant pas dans la décision de l’examinateur. 

16     Le requérant estime également qu’il n’a pas été en mesure de débattre des motifs de la chambre de
recours, car cette dernière l’a privé de la possibilité de présenter des observations en ne l’informant 
pas de la possibilité de réfuter les arguments retenus dans la décision attaquée. 

17     L’OHMI estime que la chambre de recours n’a violé ni les droits de la défense ni le droit d’être 
entendu du requérant. 

 Appréciation du Tribunal  

18     Par sa lettre du 8 janvier 2004 adressée à l’examinateur, le requérant a soutenu que la marque 
demandée avait acquis un caractère distinctif après l’usage qui en avait été fait et a produit à cet 
effet différents éléments de preuve que l’examinateur a appréciés et écartés aux fins de l’application 
de l’article 7, paragraphe 3, du règlement n° 40/94, ainsi qu’il ressort de sa lettre du 8 janvier 2004 
et de sa décision du 24 février 2004. Dès lors, le requérant ne saurait prétendre que la question de
l’acquisition, par le signe utilisé, d’un caractère distinctif en raison de son usage n’a pas été abordée 
par l’examinateur.  

19     Le grief du requérant tiré des prétendues différences d’analyse entre l’examinateur et la chambre de 
recours pour invoquer une violation des droits de la défense n’est par ailleurs pas fondé. Il est 
certes exact que la décision attaquée ne traite pas expressément de l'argument du requérant tiré
d'une erreur de l'examinateur en ce qu'il a constaté une différence entre la marque demandée et le
signe ressortant des éléments de preuve produits aux fins d'établir que la marque avait acquis un
caractère distinctif par l'usage. Cependant, cela ne saurait entacher d’illégalité la décision attaquée, 
dès lors que, d’une part, la chambre de recours a implicitement apprécié cet argument en
examinant les preuves supplémentaires produites devant elle et que, d’autre part, elle a procédé à 
un réexamen des pièces produites devant l’examinateur ainsi que de la demande d’enregistrement 
pour conclure que le requérant n’avait pas prouvé que le signe demandé avait acquis un caractère
distinctif par l’usage dans la Communauté européenne. Cette appréciation différente des mêmes
faits ne signifie pas que la décision attaquée est fondée sur un motif nouveau et inédit au cours de
la procédure.  

20     L’argument du requérant, selon lequel il n’aurait pas bénéficié de l’opportunité de présenter ses 
observations sur les éléments de fait ou de droit sur lesquels la chambre de recours a fondé la
décision attaquée, doit également être rejeté. En effet, l’appréciation des faits appartient à l’acte 
décisionnel même et le droit d’être entendu ne s’étend pas à la position finale que l’administration 
entend adopter. En l’espèce, il ressort du point 14 de la décision attaquée que la chambre de
recours a examiné les documents qui avaient été soumis à l’examinateur aux fins de prouver l’usage 
de la marque demandée. C’est dans le cadre de son appréciation finale résultant de cet examen
qu’elle a considéré, au regard de l’article 7, paragraphe 3, du règlement n° 40/94, que la condition 
de l’acquisition d’un caractère distinctif par l’usage n’était pas remplie en l’espèce. Cette 
appréciation a ainsi constitué la position finale de la chambre de recours et ne requérait donc pas
d’entendre le requérant à cet égard.  

21     Le requérant ne saurait par ailleurs se prévaloir des arrêts EUROCOOL et TELEPHARMACY
SOLUTIONS, précités, pour invoquer une violation des droits de la défense. En effet, il ressort de ces
deux arrêts qu’il n’est possible d’invoquer une violation des droits de la défense que lorsque la
chambre de recours retient d’office de nouveaux motifs absolus de refus, sans donner aux
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demandeurs la possibilité de se prononcer sur l’application de ces motifs absolus de refus et sur le 
raisonnement invoqué à l’appui de celle-ci. Or, dans le présent litige, il ressort de la décision
attaquée que la chambre de recours s’est fondée sur les mêmes motifs de refus d’enregistrement 
que l’examinateur, à savoir un défaut de caractère distinctif, en application de l’article 7, paragraphe 
1, sous b), du règlement n° 40/94, le requérant n’ayant pas contesté ce motif devant la chambre de 
recours et l’absence de preuve quant à l’acquisition, par la marque demandée, d’un caractère 
distinctif par l’usage en vertu de l’article 7, paragraphe 3, dudit règlement. 

22     Il découle de ce qui précède que la chambre de recours n’a pas violé les droits de la défense ni le 
droit d’être entendu du requérant, au sens de l’article 73 du règlement n° 40/94.  

23     Le premier moyen doit donc être rejeté. 

 Sur le deuxième moyen, tiré de la violation du principe de confiance légitime 

 Arguments des parties 

24     Le requérant rappelle que, selon la jurisprudence, le droit de se prévaloir d’une confiance légitime 
est reconnu à tout particulier qui se trouve dans une situation dans laquelle il ressort que
l’administration communautaire a fait naître chez lui des espérances fondées [arrêt du Tribunal du 
30 juin 2004, GE Betz/OHMI – Atofina Chemicals (BIOMATE), T-107/02, Rec. p. II-1845, point 80]. 
En l’espèce, en partant du constat que le seul motif de refus d’enregistrement qui lui avait été 
opposé par l’examinateur résultait d’une différence de représentation graphique entre le signe utilisé
sur le marché et celui de la marque demandée, il en déduit qu’il pouvait avoir une confiance légitime 
dans le fait que cette différence était l’unique motif de refus d’enregistrement de sa marque. Dès 
lors, les autres considérations retenues par la chambre de recours violeraient la confiance légitime
que le requérant pouvait retirer de la décision de l’examinateur. 

25     L’OHMI estime que la chambre de recours n’a pas violé le principe de confiance légitime. 

 Appréciation du Tribunal  

26     Selon la jurisprudence, le droit de se prévaloir de la protection de la confiance légitime s’étend à 
tout particulier qui se trouve dans une situation de laquelle il ressort que l’administration 
communautaire, en lui fournissant des assurances précises, a fait naître chez lui des espérances
fondées (arrêts du Tribunal du 17 décembre 1998, Embassy Limousines & Services/Parlement,
T-203/96, Rec. p. II-4239, point 74, et Innova Privat-Akademie/Commission, T-273/01, Rec. 
p. II-1093, point 26). Constituent de telles assurances des renseignements précis, inconditionnels et
concordants et émanant de sources autorisées et fiables (arrêt Innova Privat-
Akademie/Commission, précité, point 26).  

27     En l’espèce, le requérant n’a pas prouvé, ni même soutenu, que l’examinateur lui avait donné des 
assurances précises que les documents produits pour prouver que la marque demandée avait acquis
un caractère distinctif par l’usage seraient a priori considérés comme suffisants, s’ils étaient retenus, 
pour permettre l’enregistrement de la marque demandée, conformément à l’article 7, paragraphe 3, 
du règlement n° 40/94. Il ressort au contraire des pièces du dossier que l’examinateur ne s’est 
jamais prononcé sur le caractère suffisant de ces preuves. Ainsi que la chambre de recours l’a relevé 
à juste titre au point 5 de la décision attaquée, l’examinateur n’a procédé à aucun examen 
approfondi de ces éléments de preuve dès lors qu’il lui était apparu qu’il existait une différence 
fondamentale entre le signe reproduit sur lesdits éléments de preuve et celui figurant dans la
demande d’enregistrement. Ce faisant, l’examinateur ne saurait avoir suscité des espérances
fondées dans le chef du requérant.  

28     Il découle de ce qui précède que la décision attaquée n’a pas été prise en violation du principe de 
confiance légitime. Le deuxième moyen doit donc également être rejeté. 

 Sur le troisième moyen, tiré de la violation de l’article 7, paragraphe 1, sous b), du règlement 
nº 40/94 

 Arguments des parties 

29     Le requérant considère que la chambre de recours a erré en droit en faisant l’application de l’article 
7, paragraphe 1, sous b), du règlement n° 40/94. Il se prévaut de l’enregistrement par l’OHMI 
d’autres marques purement figuratives semblables à la sienne qui aurait dû, selon lui, conduire
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l’examinateur à accueillir sa demande. Dans le domaine des chaussures de sport, il cite les exemples 
d’ADIDAS, de NIKE et de Z, pour lesquels le consommateur identifierait le signe en tant que
marque. Il en déduit que la marque communautaire demandée doit être reconnue comme ayant un
caractère distinctif intrinsèque suffisant. 

30     L’OHMI estime que le moyen tiré de la violation de l’article 7, paragraphe 1, sous b), du règlement 
n° 40/94 est irrecevable, parce qu’il n’a pas été soulevé devant la chambre de recours, comme l’a 
constaté cette dernière au point 10 de la décision attaquée. Selon l’OHMI, un tel moyen constitue 
une modification de l’objet du litige et doit, dès lors, être rejeté comme irrecevable, conformément à
l’article 135, paragraphe 4, du règlement de procédure du Tribunal. 

 Appréciation du Tribunal  

31     En vertu de l’article 135, paragraphe 4, du règlement de procédure, les mémoires des parties ne
peuvent modifier l’objet du litige devant la chambre de recours. 

32     En l’espèce, il est constant que le requérant n’a pas invoqué, devant la chambre de recours, une 
violation, par l’examinateur, de l’article 7, paragraphe 1, sous b), du règlement n° 40/94. Ainsi, au 
point 10 de la décision attaquée, la chambre de recours a constaté que, dans le mémoire exposant
les motifs du recours, le requérant n’avait pas contesté l’appréciation de l’examinateur selon laquelle 
le signe demandé ne pouvait être enregistré en application de l’article 7, paragraphe 1, sous b), du 
règlement n° 40/94 pour les produits de la classe 25. 

33     Partant, le moyen tiré de la violation de l’article 7, paragraphe 1, sous b), du règlement n° 40/94 
est irrecevable, car il implique de modifier l’objet du litige devant la chambre de recours. 

 Sur le quatrième moyen, tiré de la violation de l’article 7, paragraphe 3, du règlement n° 40/94 

 Arguments des parties 

34     Au soutien de son quatrième moyen, le requérant cite la jurisprudence selon laquelle, pour accepter
l’enregistrement d’une marque en vertu de l’article 7, paragraphe 3, du règlement n° 40/94, le 
caractère distinctif acquis par l’usage de cette marque doit être démontré dans la partie
substantielle de la Communauté où elle en était dépourvue au regard de l’article 7, paragraphe 1, 
sous b), c) et d), du règlement n° 40/94 [arrêt du Tribunal du 30 mars 2000, Ford Motor/OHMI
(OPTIONS), T-91/99, Rec. p. II-1925, point 27] et soutient que la notion de  « partie substantielle 
de la Communauté » n’a jamais été définie dans la jurisprudence. 

35     Le requérant estime qu’il a prouvé que le signe utilisé correspond à la marque demandée en
rapportant des preuves suffisantes de l’usage, en Espagne, du signe qui fait l’objet du présent litige 
pour la période allant du mois de juillet 2002 au mois de janvier 2003. 

36     Le requérant considère que, avec un marché potentiel de près de 60 millions de consommateurs,
l’Espagne ne peut pas être considérée comme un territoire non significatif dans le cadre de 
l’appréciation de l’usage de la marque demandée. 

37     L’OHMI estime que la chambre de recours a correctement appliqué l’article 7, paragraphe 3, du 
règlement n° 40/94 tel qu’interprété à la lumière de la jurisprudence. 

 Appréciation du Tribunal  

38     En vertu de l’article 7, paragraphe 3, du règlement n° 40/94, les motifs absolus de refus 
d’enregistrement visés à l’article 7, paragraphe 1, sous b), c) et d)n dudit règlement ne s’opposent 
pas à l’enregistrement d’une marque si celle-ci a acquis, pour les produits et les services pour 
lesquels l’enregistrement est demandé, un caractère distinctif après l’usage qui en a été fait. 

39     Il ressort de la jurisprudence relative à l’interprétation de l’article 3, paragraphe 3, de la première 
directive 89/104/CEE du Conseil, du 21 décembre 1988, rapprochant les législations des États
membres sur les marques (JO 1989, L 40, p. 1), dont le contenu normatif est, en substance,
identique à celui de l’article 7, paragraphe 3, du règlement n° 40/94, que l’acquisition d’un caractère 
distinctif par l’usage de la marque exige qu’au moins une fraction significative du public pertinent
identifie grâce à la marque les produits ou les services concernés comme provenant d’une entreprise 
déterminée. Toutefois, les circonstances dans lesquelles la condition de l’acquisition d’un caractère 
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distinctif par l’usage peut être regardée comme satisfaite ne sauraient être établies seulement sur la base
de données générales et abstraites, telles que des pourcentages déterminés [voir, en ce sens, arrêts
de la Cour du 4 mai 1999, Windsurfing Chiemsee, C-108/97 et C-109/97, Rec. p. I-2779, point 52, 
et du 18 juin 2002, Philips, C-299/99, Rec. p. I-5475, point 61 ; arrêt du Tribunal du 29 avril 2004, 
Eurocermex/OHMI (Forme d’une bouteille de bière), T-399/02, Rec. p. II-1391, point 42] 

40     Selon une jurisprudence constante, pour l’appréciation de l’acquisition d’un caractère distinctif par 
l’usage, il convient de tenir compte de facteurs tels que, notamment, la part de marché détenue par 
la marque, l’intensité, l’étendue géographique et la durée de l’usage de cette marque, l’importance 
des investissements faits par l’entreprise pour la promouvoir, la proportion des milieux intéressés
qui identifie le produit comme provenant d’une entreprise déterminée grâce à la marque ainsi que
les déclarations de chambres de commerce et d’industrie ou d’autres associations professionnelles 
(arrêts Windsurfing Chiemsee, précité, points 51 ; Philips, précité, point 60, et Forme d’une bouteille 
de bière, précité, point 44).  

41     C’est en considération de ces facteurs qu’il convient d’examiner si, dans le présent litige, la chambre 
de recours a enfreint l’article 7, paragraphe 3, du règlement n° 40/94 en estimant que la marque 
demandée ne pouvait être enregistrée en application de cette disposition. 

42     À cet égard, il y a lieu de relever que la chambre de recours n’a pas commis d’erreur de droit en 
concluant que les documents produits par le requérant étaient insuffisants pour prouver que le signe
en cause avait acquis un caractère distinctif dans l’Union européenne en rapport avec les produits 
pour lesquels l’enregistrement était demandé. En effet, la chambre de recours a correctement 
constaté, au point 14 de la décision attaquée, qu’aucune preuve ne mentionnait l’usage de la 
marque demandée pour la commercialisation de vêtements et de chapellerie. En ce qui concerne les
chaussures de sport, c’est également à bon droit que la chambre de recours a estimé que les
documents produits par la requérante, relatifs à l’usage du signe en question pour des chaussures 
de sport, ne démontraient pas que ledit signe était considéré comme une marque par le public
concerné − tant espagnol qu’européen − ou qu’il était connu par une partie substantielle dudit 
public. En effet, comme l’a relevé à juste titre la chambre de recours dans la décision attaquée, les
factures et les connaissements maritimes émis par les fabricants et les exportateurs chinois
indiquent uniquement qu’un chargement de chaussures de sport a été transporté de Xianmen à
Valence durant les mois de juillet, d'août, de septembre et de décembre 2002. Le requérant a 
reconnu lui-même, lors de l’audience, que les chaussures de sport en question avaient été vendues 
à des grossistes et qu’il ne savait ni sur quel territoire ni par quels détaillants ces chaussures 
avaient été vendues. En l’absence de données complémentaires, tels que des factures, des circuits 
de distribution, des chiffres d’affaires, sur l’étendue géographique et temporelle des ventes des
différents modèles de chaussures de sport reproduits sur les catalogues datés de juillet 2002 à
janvier 2003 et en l’absence de preuve que la marque demandée a été portée à la connaissance du 
public pertinent, il y a lieu de conclure que le requérant n’a fourni aucun élément permettant de 
démontrer que le signe pour lequel l’enregistrement est demandé était considéré comme une
marque par le public européen ou était connu par une partie importante dudit public.  

43     Partant, la question de savoir si le territoire de l’Espagne constitue ou non une partie substantielle 
de la Communauté européenne aux fins de l’application en l’espèce de l’article 7, paragraphe 3, du 
règlement n° 40/94 est inopérante. 

44      Il découle de ce qui précède que le quatrième moyen, tiré de la violation de l’article 7, paragraphe 
3, du règlement n° 40/94, n’est pas fondé et doit donc être rejeté. 

45     Il s’ensuit que le recours doit être rejeté dans son ensemble. 

 Sur les dépens 

46     Aux termes de l’article 87, paragraphe 2, du règlement de procédure, toute partie qui succombe est
condamnée aux dépens, s’il est conclu en ce sens. Le requérant ayant succombé, il y a lieu de le
condamner aux dépens, conformément aux conclusions de l’OHMI. 

Par ces motifs,  

LE TRIBUNAL (première chambre) 

déclare et arrête : 
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1)      Le recours est rejeté. 

2)      Le requérant est condamné aux dépens. 

 

Ainsi prononcé en audience publique à Luxembourg, le 5 avril 2006. 

* Langue de procédure : l’espagnol. 

García-Valdecasas  Cooke  Trstenjak 

Le greffier          Le président 

E. Coulon   
      R. García-

Valdecasas                   
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Sadas SA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for Community word mark ARTHUR ET FELICIE - Earlier
figurative mark including the word element "Arthur" - Relative ground of refusal - Likelihood of

confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-346/04.

In Case T-346/04,

Sadas SA, established in Tourcoing (France), represented by A. Bertrand, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Folliard-Monguiral and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

LTJ Diffusion SA, established in Colombes (France), represented by F. Fajgenbaum and S. Lederman,
lawyers,

ACTION against the decision of the First Board of Appeal of OHIM of 7 June 2004 (Case R 393/20031),
concerning opposition proceedings between Sadas SA and LTJ Diffusion SA,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 17 August 2004,

having regard to the response lodged at the Court Registry on 31 January 2005,

having regard to the response of the intervener lodged at the Court Registry on 20 January 2005,

further to the hearing on 6 July 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs, with the exception of those incurred by the intervener;

3. Orders the intervener to bear its own costs.

Background to the dispute

1. On 9 September 1996, the applicant filed an application for a Community trade mark at the
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Office for Harmonisation in the Internal Market (Trade marks and Designs) (OHIM) under Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark for which registration was sought is the word sign ARTHUR ET FELICIE.

3. The goods in respect of which registration was sought are in Classes 16, 24 and 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, following the limitation
adopted by the applicant during the opposition proceedings, to the following descriptions:

- Class 16: Home purchase catalogues';

- Class 24: Fabrics for textile use; bed and table covers';

- Class 25: Clothing; footwear (except orthopaedic footwear); headgear, all these goods for children sold by
mail order and in the specialised shops distributing the catalogue products'.

4. That application was published in Community Trade Marks Bulletin No 24/98 of 6 April 1998.

5. On 2 July 1998, the intervener filed, pursuant to Article 42 of Regulation No 40/94, a notice of opposition
to registration of the mark applied for. The opposition was based on the existence, firstly, of the French
registration No 17 731 dated 16 June 1983, renewed on 14 June 1993, and, secondly, on the international
registration No 539 689 dated 31 May 1989 effective in Germany, Austria, Spain and the Benelux countries.
The two earlier figurative marks are represented as follows:

>image>63

>image>64

6. The opposition was based on part of the goods listed in the Community trade mark application, namely
the goods in Classes 24 and 25. It was based on all the goods covered by the earlier marks, namely textile
articles, both ready to wear and made to measure, including boots, shoes and slippers' in Class 25.

7. The grounds relied on in support of the opposition were those set out in Article 8(1)(a) and (b) of
Regulation No 40/94.

8. By decision of 8 October 1999 (the decision of the Opposition Division of 8 October 1999') the
Opposition Division rejected the opposition. It took the view that the conflicting signs were neither identical
nor similar and that, since the intervener had not submitted any evidence likely to affect the analysis of the
likelihood of confusion, such as documents allowing an assessment of the awareness of the earlier marks in
the countries concerned, there could be no likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94, whatever the degree of identity or similarity between the goods covered by the trade
marks in question, such that it was not necessary to carry out a comparison of the goods.

9. On 7 December 1999, the intervener filed notice of appeal at OHIM, pursuant to Articles 57 to 62 of
Regulation No 40/94, against the decision of the Opposition Division of 8 October 1999.

10. By decision of 19 June 2002, the Third Board of Appeal dismissed the appeal with regard to application
of Article 8(1)(a) of Regulation No 40/94 and annulled the decision of the Opposition Division of 8 October
1999 insofar as it rejected the opposition on the ground of a lack of likelihood of confusion between the
conflicting trade marks. It took the view that there were significant
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resemblances between them and referred the case back to the Opposition Division for a ruling on the
likelihood of confusion, taking into account in particular the comparison of the goods, the limitation of the list
of goods claimed by the applicant and the effect of new documents submitted by both parties and deemed
admissible by the Board of Appeal.

11. By decision of 22 April 2003 (the decision of the Opposition Division of 22 April 2003'), the Opposition
Division upheld the opposition in part. Firstly, it held that the trade marks at issue were not identical and
that Article 8(1)(a) of Regulation No 40/94 did not apply. Secondly, it considered that there was a risk of
confusion, including the risk of association, for the goods in Class 25. It also held that the earlier French
trade mark was reasonably well known in the French market.

12. On 18 June 2003, the applicant lodged an appeal before OHIM pursuant to Articles 57 to 62 of
Regulation No 40/94 against the decision of the Opposition Division.

13. By decision of 7 June 2004 (the contested decision'), the First Board of Appeal dismissed the appeal. In
the light of the significant resemblances between the trade marks at issue, the identity of the corresponding
goods and the high distinctive character and the awareness on the market of the earlier mark, the visual and
aural differences which result from the presence of the words et' and Félicie' in the trade mark applied for
were not sufficient to remove the likelihood of confusion for the French consumer for the goods in Class 25.

Forms of order sought

14. The applicant claims that the Court should:

- reverse the contested decision;

- annul the decision of the Opposition Division;

- order the intervener to pay the costs.

15. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

16. The intervener contends that the Court should:

- confirm the contested decision;

- confirm the decision of the Opposition Division;

- order the applicant to pay the costs pursuant to Article 81 of Regulation No 40/94.

Admissibility of the documents produced for the first time before the Court of First Instance

17. The intervener submits that Annexes 15 and 21 to 30 to the application are new documents, in that they
had not been produced before OHIM. Accordingly, those documents are inadmissible.

18. Annexes 22 to 24, 26 and 27 are extracts from internet sites, printed following the administrative
procedure before OHIM. Annex 25 sets out the results of a survey carried out between 22 and 28 July 2003
by the market research company Ipsos (the Ipsos survey') and does not appear in the administrative file either.
Furthermore, nor was Annex 16, which sets out the results of an internet search made on 17 June 2003,
produced before OHIM.

19. Those documents, produced for the first time before the Court, cannot therefore be taken into
consideration. The purpose of actions before the Court of First Instance is to review the legality of decisions
of the Boards of Appeal of OHIM for the purposes of Article 63 of Regulation No
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40/94, so it is not the Court's function to review the facts in the light of documents produced for the first
time before it. Accordingly, the abovementioned documents must be excluded, without it being necessary to
assess their probative value (Case T-10/03 Koubi v OHIM - Flabesa (CONFORFLEX) [2004] ECR
II-0000, paragraph 52; Case T 399/02 Eurocermex v OHIM (Shape of a beer bottle) [2004] ECR
II-0000, paragraph 52; Case T396/02 Storck v OHIM (Shape of a sweet) [2004] ECR II-0000, paragraph
24; and Case T164/03 Ampafrance v OHIM - Johnson &amp; Johnson (monBéBé) [2005] ECR
I0000, paragraph 29).

20. Annexes 15 and 21 respectively set out a decision of the First Board of Appeal of 25 July 2001 and a
judgment of the Tribunal de grande instance de Paris (Paris Regional Court) of 23 January 2004. Although
produced for the first time before the Court of First Instance, those documents are not strictly evidence but
relate to OHIM's usual practice in reaching decisions and to national case-law, to which, even after the
procedure before OHIM is complete, a party has the right to refer.

21. Annexes 28 to 30, which are documents required by the Rules of Procedure of the Court, namely an
extract from the Companies and Commercial Register relating to the applicant, a copy of the proof of identity
of its representative and his authority to act, are admissible.

Substance

22. The applicant relies essentially on a sole plea in law in support of its action: infringement of Article
8(1)(b) of Regulation No 40/94.

23. The applicant's principal submission is that the Board of Appeal failed to take into consideration several
factors which should have led it to hold that there was no likelihood of confusion between the conflicting
trade marks. Those factors are, inter alia, the weak intrinsic distinctive character of the earlier mark due to
the registration of several dozen clothing trade marks including the word Arthur', the awareness on the market
of the sign applied for even before the start of the opposition proceedings, the fact of the co-existence of the
trade marks in question on the French market, the differences between the distribution structures and chains
and between the categories of goods offered for sale by the applicant and the intervener and, finally, the Ipsos
survey, which showed that there was no likelihood of confusion at all.

24. OHIM and the intervener claim that the Board of Appeal correctly found that there was a likelihood of
confusion.

25. The Court reiterates that Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the
proprietor of an earlier mark, the mark applied for is not to be registered if because of its identity with or
similarity to the earlier mark and the identity or similarity of the goods or services covered by the trade marks
there exists a likelihood of confusion on the part of the public in the territory in which the earlier mark is
protected. The likelihood of confusion includes the likelihood of association with the earlier mark. Moreover,
Article 8(2)(a)(ii) and (iii) of Regulation No 40/94 provide that earlier marks include marks registered in a
Member State and trade marks registered under international arrangements which have effect in a Member
State, the application date for which is prior to that of the application for the Community trade mark.

26. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically linked undertakings constitutes a
likelihood of confusion.

27. That case-law also states that the likelihood of confusion must be assessed globally, according to the
perception by the relevant public of the signs and the goods or services in question, and taking into account
all factors relevant to the circumstances of the case, in particular the interdependence
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between similarity of the signs and similarity of the goods or services designated (see Case T-162/01
Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR
II-2821, paragraphs 31 to 33, and the case-law cited).

The relevant public

28. In the present case, the earlier marks are a French national trade mark and an international trade mark
effective in Germany, Austria, Spain and the Benelux countries. The contested decision is based solely on the
earlier French trade mark, which the parties do not contest. Accordingly, the Court's examination must be
limited to the likelihood of confusion between the trade mark applied for and the earlier French trade mark
(the trade mark Arthur') and thus to French territory.

29. The applicant criticises the definition of the relevant public, which is not the same for the goods
marketed by the intervener and those which it markets, since only the latter are intended for children aged
between 2 and 12 years. That argument cannot be accepted. To the extent that clothing goods for children
are purchased by adults, the goods covered by the trade mark sought are just as much for adults as for
children. The same is true of the intervener's goods, given that those may include clothing intended for
children.

30. Accordingly, since the goods in question are everyday consumer goods, the target public is the average
French consumer, who is deemed to be reasonably well informed and reasonably observant and circumspect.

The comparison of the goods

31. The Board of Appeal considered that the goods covered by the earlier mark were identical to those for
which registration of a trade mark was sought by the applicant.

32. The applicant criticises that view, noting that, although the two trade marks cover items of clothing, the
articles sold by the intervener are almost exclusively interior clothing (underpants, pyjamas, etc.) for men,
women and children, whereas it markets street clothes and shoes intended exclusively for children aged
between 2 and 12 years. Accordingly, the clothing sold by the applicant and the intervener does not have the
same function. Furthermore, the marketing methods are not the same, since the applicant distributes its goods
by mail order and catalogue whilst the intervener mainly distributes its goods in supermarkets and in shops.
The small percentage (5%) of sales made by the intervener in the mail order sector and the small percentage
(5%) of sales made by the applicant in shops are not sufficient to establish an identity of marketing methods.

33. In assessing the similarity of the goods or services concerned all the relevant factors which characterise
the relationship between them should be taken into account. Those factors include, inter alia, their nature, their
end users and their method of use and whether they are in competition with each other or are complementary
(Case C39/97 Canon [1998] ECR I5507, paragraph 23).

34. Furthermore, where the goods covered by the earlier mark include the goods covered by the trade mark
application, those goods are considered to be identical (see, to that effect, Case T104/01 Oberhauser v
OHIM - Petit Liberto (Fifties) [2002] ECR II4359, paragraphs 32 and 33).

35. It should be noted that the comparison of the goods must relate to those covered by the registration of
the trade marks in question and not to those for which the trade mark has been used unless, following an
application made under Article 43(2) and (2) of Regulation No 40/94, it is apparent that the earlier mark has
been used in relation to part only of the goods or services for which it is registered. In that case, for the
purposes of consideration of the opposition, the earlier mark is deemed registered only for that part of those
goods. No such application has been made in the present case. Accordingly, the goods covered by the
earlier mark which are to be taken into consideration in a comparison of the goods are all those for which
that trade mark was registered.
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36. In the present case, the goods for which the earlier mark was registered are textile articles, both ready to
wear and made to measure, including boots, shoes and slippers' in Class 25. The goods for which the
applicant seeks registration, forming the subject matter of the present dispute, are clothing; footwear (except
orthopaedic footwear); headgear, all these goods for children sold by mail order and in the specialised shops
distributing the catalogue products', also in Class 25.

37. It should be noted that the latter goods are included in the former. In essence, the goods for which the
earlier mark was registered are not limited to an age category or to a given marketing method.

38. As OHIM correctly held, given that the goods covered by the earlier mark may also be intended for
children, the reference to that specific public in the application for a Community trade mark does not affect
the identity of the goods in question. Furthermore, since no specific marketing method is stated in the
wording of the registration document of the earlier mark, the goods covered by it may also be distributed by a
mail order network, in particular by way of a catalogue, in the same way as the goods covered by the trade
mark sought.

39. Accordingly, the Board of Appeal did not err in holding that the goods covered by the conflicting trade
marks were identical.

The comparison of the signs

40. It is clear from established case-law that the global assessment of the likelihood of confusion, as far as
concerns the visual, aural or conceptual similarity of the conflicting signs, must be based on the overall
impression given by them, bearing in mind, inter alia, their distinctive and dominant components (see Case
T292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR
II4335, paragraph 47, and the case-law cited).

41. The applicant takes the view that the signs at issue are not similar, whereas OHIM and the intervener
submit that they are similar.

42. The signs to be compared are the following:

>image>65

>image>66

ARTHUR ET FELICIE

earlier mark

trade mark sought

>lt>17

43. It should be noted that, in the contested decision, the Board of Appeal stated merely that there are
significant resemblances between the trade marks'. The grounds for the finding made by the Board of Appeal
are set out in the decision of the Opposition Division as follows:

It is clear that the two trade marks have in common the word Arthur. That is the only word contained in the
earlier mark and constitutes the initial visual and aural element of the Community trade mark application.
Although specific calligraphy is used for the earlier mark, the effect of the figurative aspect of the earlier
mark should not be overestimated. The word Arthur remains clearly legible in the earlier mark. In fact it
constitutes the dominant and distinctive feature of the trade mark. The addition of the word Félicie to the
Community trade mark application does constitute a distinguishing feature, but its impact is reduced because
of its position at the end of the sign. The attention of the average and normally attentive consumer would
firstly and essentially be
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caught by the initial element: the word Arthur. Conceptually, the Board of Appeal cannot rule out the notion
that the Community trade mark application may suggest, in the mind of the public, an extension to the range
of goods covered by the trade mark Arthur. The Community trade mark application might be perceived as a
variant of the earlier mark to indicate that, from now on, the trade mark will include items of interest to a
female clientele. Consequently, the Board of Appeal considers that there are significant resemblances between
the trade marks.'

44. The applicant submits that the trade mark for which it seeks registration is a complex mark constituted
by three words and lodged in an upright printed font of a simple sans-serif' type, whereas the earlier mark is
composed of a single word, lodged in the form of a handwritten cursive signature showing a dot between the
two stems of the letter a'. The different presentation of the common word Arthur', being of a weak intrinsic
distinctive character, and the presence of the word Félicie' within the trade mark applied for constitute
essential elements of differentiation. Moreover, the initial position of the word Arthur' in the trade mark
sought is largely attenuated by the strong presence of the words et' and Félicie', even if they are at the end of
the sign.

45. Those arguments cannot be accepted.

46. The word element Arthur' must be considered the dominant element of the earlier mark, since the
figurative elements remain secondary, the dot being negligible and the particular calligraphy giving no
indication of the origin of the goods covered independently of the word Arthur'. With regard to the trade
mark sought, it is made up of the coordinating conjunction et' and two words, Arthur' and Félicie', which, a
priori, independently of their position are indistinguishable. Nevertheless, given that the trade mark begins
with the word Arthur', that could be considered the dominant element of the trade mark sought.

47. At the visual level, given that the figurative elements of the earlier mark are secondary relative to its
word element, the comparison of the signs may be carried out on the basis of the word element alone, whilst
still adhering to the principle that an assessment of the likelihood of confusion, with regard to the similarity
of the signs, must be based on the overall impression given by them. Accordingly, since the earlier mark
Arthur is entirely included in the trade mark sought ARTHUR ET FELICIE, the difference linked to the
addition of the words et' and Félicie' at the end of the trade mark sought is not sufficiently large to counter
the similarity created by the coincidence of the dominant element of the trade mark applied for, namely the
word Arthur'. Moreover, since registration of the trade mark ARTHUR ET FELICIE was sought as a word
mark, nothing prevents its use in different scripts, such as, for example, a form comparable to that used by
the earlier mark. As a result, the signs at issue must be considered visually similar.

48. At an aural level, the applicant submits that the pronunciation of the trade mark ARTHUR ET FELICIE,
comprising six syllables, is much richer and more extended' than that of the trade mark Arthur, comprising
two syllables. Consequently, the trade marks differ strongly with regard both to their respective sequences
and rhythms and to the number of their word elements.

49. Those arguments cannot be accepted. The fact that the sign comprising the earlier mark is wholly
incorporated in the dominant element of the trade mark applied for justifies the conclusion that there is
significant phonetic similarity (see, to that effect, Joined Cases T117/03 to T119/03 and T171/03 New Look
v OHIM - Naulover (NLSPORT, NLJEANS, NLACTIVE and NLCOLLECTION) [2004] ECR II0000,
paragraph 37).

50. At a conceptual level, the applicant submits that the trade mark ARTHUR ET FELICIE, unlike the trade
mark Arthur, refers to a mixed couple.

51. It should be noted that the earlier mark comprises the masculine given name Arthur, whereas the trade
mark applied for comprises the same masculine given name, a coordinating conjunction and
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a feminine given name. Since they include the same masculine given name, a certain degree of conceptual
similarity cannot be excluded, even though the trade mark applied for appears to refer to a couple. The
addition of a feminine given name to the given name Arthur may give the impression of an extension to or a
variant of the trade mark comprising the given name Arthur alone.

52. Consequently, it must be held that the Board of Appeal did not err in considering that there were
significant resemblances between the signs at issue.

53. It remains necessary to make an overall assessment of the signs in question to ascertain whether there is
a likelihood of confusion between them.

The likelihood of confusion

54. It is settled case-law that the more distinctive the earlier mark, the greater will be the likelihood of
confusion (see, by analogy, Case C251/95 SABEL [1997] ECR I6191, paragraph 24). Marks with a highly
distinctive character, either per se or because of the recognition they possess on the market, thus enjoy
broader protection than marks with a less distinctive character (see, by analogy, Canon , paragraph 18, and
Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraph 20).

55. In determining the distinctive character of a mark and, accordingly, in assessing whether it is highly
distinctive, an overall assessment must be made of the greater or lesser capacity of the mark to identify the
goods or services for which it has been registered as coming from a particular undertaking, and thus to
distinguish those goods or services from those of other undertakings (see, by analogy, Joined Cases C108/97
and C109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 49, and Lloyd Schuhfabrik Meyer ,
paragraph 22).

56. In making that assessment, account should be taken, in particular, of the inherent characteristics of the
trade mark, including whether it does or does not contain an element descriptive of the goods or services for
which it has been registered; the market share held by the mark; how intensive, geographically widespread and
long-standing use of the mark has been; the amount invested by the undertaking in promoting the mark; the
proportion of the relevant sections of the public which, because of the mark, identifies the goods or services
as originating from a particular undertaking; and statements from chambers of commerce and industry or other
trade and professional associations (see, by analogy, Windsurfing Chiemsee , paragraph 51, and Lloyd
Schuhfabrik Meyer , paragraph 23).

57. The distinctive character of the earlier mark, and in particular its reputation, is therefore one factor which
must be taken into account when determining whether the similarity between the signs or between the goods
and services is sufficient to give rise to a likelihood of confusion (see, to that effect, Canon , paragraph 24;
Case T311/01 Editions Albert René v OHIM - Trucco (Starix) [2003] ECR II4625, paragraph 61; and
Case T66/03 Drie Mollen sinds 1818' v OHIM - Manuel Nabeiro Silveira (Galaxia) [2004] ECR
II0000, paragraph 30).

58. In the present case, the Board of Appeal took the view that the earlier mark Arthur was powerfully
distinctive both in itself and by reason of its intensive usage. At the date when it was lodged, namely in
1983, there was no evidence to show that other marks existed in France consisting of the given name Arthur,
alone or combined with another word, to cover goods in Class 25, since all the marks referred to by the
applicant were lodged at a later date. Nor was it shown that that given name was in current use in the field
of fashion. According to the Board of Appeal, since no conceptual connection could be established between
the goods covered by the earlier mark and the given name Arthur, that mark cannot per se be regarded as
having a weak distinctive character. Furthermore, the Board of Appeal held that, by reason of the use of the
earlier mark since its registration, it had undeniably acquired certain renown with regard, inter alia, to
underwear and
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indoor clothing for both adults and children.

59. The applicant disputes the high distinctive character of the earlier mark. However, it does not dispute, as
such, the market awareness of the earlier mark, but merely the fact that that renown itself is sufficient to give
rise to a likelihood of confusion.

60. A trade mark may have a high distinctive character either per se or because of its recognition on the
market. Accordingly, given that the applicant has not disputed the renown of the earlier mark, accepted by
OHIM after consideration of evidence thereof voluntarily produced by the intervener, that renown must be
considered proven and the earlier mark therefore enjoys greater protection than marks having a weaker
distinctive character, even if it does not have a high distinctive character per se. In those circumstances, there
is no need to consider whether the earlier mark has an intrinsically weak distinctive character because of the
alleged co-existence of several dozen trade marks for clothing including the word Arthur', as the applicant
submitted.

61. In any event, although the distinctive character of the earlier mark must be taken into account when
assessing the likelihood of confusion (see, by analogy Canon , paragraph 24), it is only one factor among
others involved in that assessment. Thus, even in a case involving an earlier mark of weak distinctive
character, there may be a likelihood of confusion on account, in particular, of a similarity between the signs
and between the goods or services covered (see, to that effect, Case T112/03 L'Oréal v OHIM - Revlon
(FLEXI AIR) [2005] ECR II0000, paragraph 61).

62. It remains necessary to consider the applicant's submission that the alleged co-existence of the earlier
mark with the applicant's French mark ARTHUR ET FELICIE removes any likelihood of confusion in the
present case.

63. It is true that it is not impossible that such co-existence may possibly reduce the likelihood of confusion
found by OHIM between two conflicting marks. Nevertheless, such a situation can be taken into
consideration only if, at the very least, during the procedure concerning the relative grounds of refusal before
OHIM the applicant for the Community trade mark has duly shown that that co-existence was based on an
absence of likelihood of confusion in the mind of the relevant public between the French trade mark
ARTHUR ET FELICIE and the intervener's earlier mark on which the opposition is based and unless the
French mark ARTHUR ET FELICIE and the conflicting marks are identical (see, to that effect, Case T31/03
Grupo Sada v OHIM - Sadia (GRUPO SADA) [2005] ECR II0000, paragraph 86).

64. In the present case, it is sufficient to state that the applicant's French trade mark and the intervener's
earlier mark are not identical. Furthermore, the applicant has not shown that their co-existence was based on
an absence of likelihood of confusion. It is apparent from the file that the French mark was registered in
1994 and that the intervener brought an action for counterfeiting before the Tribunal de grande instance de
Paris in 1988 against the French mark ARTHUR ET FELICIE. By its judgment of 23 January 2004, the
Tribunal de grande instance annulled that trade mark. That judgment was confirmed by the judgment of the
Cour d'appel de Paris (Paris Court of Appeal) of 11 May 2005. That clearly shows that the alleged
co-existence is not peaceful. That consideration is not called into question by the fact that the action for
counterfeiting was brought only four years after the registration of the French mark ARTHUR ET FELICIE,
in that the applicant has failed to show that the intervener was actually aware of that mark before 1998, from
the time it was lodged.

65. Furthermore, the applicant's arguments with regard to the renown of the mark sought and the fact that
since the mark ARTHUR ET FELICIE was lodged in France and clothing was marketed under that mark in
its catalogue from 1994 the applicant has made peaceful use of its mark without
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incident and, more particularly, without any claim from any other company to disturb that use are not
sufficient. Between 1994 and 1998 more than 11 million catalogues were distributed in France, generating a
turnover of more than EUR 35 million for the trade mark ARTHUR ET FELICIE, which has therefore
become a truly recognised mark, associated by the public with the Vertbaudet catalogue and with the
applicant, thus demonstrating the lack of likelihood of confusion.

66. In that regard, the applicant relies on the Ipsos survey, from which it is apparent that there was no
likelihood of confusion in the mind of the public between the conflicting trade marks. Furthermore, that is
confirmed by an internet search, since no linked occurrence of the two marks has been found. As has been
stated above, those documents were produced for the first time before the Court and must, therefore, be
disregarded.

67. With regard to the conditions under which the goods at issue are marketed, the applicant's argument that
the goods covered by the earlier mark are sold almost exclusively in shops and supermarkets, whereas the
mark applied for refers solely to goods sold by mail order, is without foundation. As has already been held,
on a comparison of the goods, nothing prevents the goods covered by the earlier mark from also being sold
by mail order. In addition, it is apparent from the file that the intervener makes almost 5% of its sales by
mail order. Furthermore, it is important to reiterate that the comparison between the goods in question is to
be made on the basis of the description of the goods set out in the registration of the earlier mark. That
description in no way limits the methods by which the goods covered by the earlier mark are likely to be
marketed.

68. In addition, it is common in the clothing sector for the same mark to be configured in various ways
according to the type of product which it designates. It is also common for a single clothing manufacturer to
use sub-brands (signs that derive from a principal mark and which share with it a common dominant element)
in order to distinguish its various lines from one another (feminine, masculine, young) (Fifties , paragraph 49;
Case T129/01 Alejandro v OHIM - AnheuserBusch (BUDMEN) [2003] ECR II2251, paragraph 57;
and NLSPORT, NLJEANS, NLACTIVE and NLCollection , paragraph 51). In such circumstances it is
conceivable that the relevant public may regard the clothing designated by the conflicting marks as belonging,
admittedly, to two distinct ranges of products but as coming, none the less, from the same undertaking (see, to
this effect, Fifties , paragraph 49). Accordingly, the Board of Appeal was right to find that the public
might believe that the products designated by the mark ARTHUR ET FELICIE formed part of a new range of
products and were marketed by the proprietor of the Arthur mark or by an economically-linked undertaking
(see, to that effect, BUDMEN , paragraph 57). It is common ground that the intervener varied its mark as a
figurative mark including the word element La fiancée d'Arthur' for certain lingerie goods for women.

69. In those circumstances, given the identity of the goods at issue, a certain similarity of the corresponding
signs and the high distinctive character of the earlier mark, at least by reason of its recognition on the market,
the Board of Appeal did not err in concluding that there was a likelihood of confusion between the conflicting
marks. Furthermore, contrary to the applicant's submissions at the hearing and as is clear from Article 8(1)(b)
of Regulation No 40/94 and established case-law, it is not necessary to establish the existence of actual
confusion, but the existence of a likelihood of confusion.

70. With regard to the national decisions and judgments to which the parties refer, it is sufficient to note that
the Community trade mark regime is an autonomous system with its own set of objectives and rules peculiar
to it; it applies independently of any national system (Case T32/00 Messe München v OHIM (electronica)
[2000] ECR II3829, paragraph 47). Accordingly, the registrability of a sign as a Community trade mark is

to be assessed on the basis of the relevant Community legislation alone.
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71. So far as concerns OHIM's practice, it is apparent from the case-law that decisions concerning registration
of a sign as a Community trade mark which the Boards of Appeal are called on to take under Regulation No
40/94 are adopted in the exercise of circumscribed powers and are not a matter of discretion. Accordingly,
the registrability of a sign as a Community trade mark must be assessed solely on the basis of that regulation,
as interpreted by the Community judicature, and not on the basis of a previous practice of the Boards of
Appeal (Case T106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II723, paragraph 66; Joined
Cases T79/01 and T86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002] ECR II4881, paragraph
32; and Case T33/03 Osotspa v OHIM - Distribution &amp; Marketing (Hai) [2005] ECR II0000,
paragraph 69).

72. Consequently, the applicant's sole plea in law must be rejected without it being necessary for the Court
to rule on the admissibility of the applications for annulment and confirmation of the decision of the
Opposition Division.

Costs

73. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM as asked for by it. The intervener made submissions as
to the allocation of costs only with regard to those incurred before OHIM. Accordingly, the intervener must
bear its own costs.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Eden SARL v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Olfactory mark: Smell of ripe strawberries - Absolute ground for refusal - Sign not capable of being

represented graphically - Article 7(1)(a) of Regulation (EC) No 40/94. Case T-305/04.

In Case T305/04,

Eden SARL, established in Paris (France), represented by M. Antoine-Lalance, avocat,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Folliard-Monguiral, acting as Agent,

defendant,

ACTION brought against the decision of the First Board of Appeal of OHIM of 24 May 2004 (Case R
591/2003-1) concerning registration of the olfactory sign, Smell of ripe strawberries, as a Community trade
mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 26 July 2004,

having regard to the response lodged at the Court Registry on 25 October 2004,

further to the hearing on 21 April 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 26 March 1999 Laboratoires France Parfum SA (LFP') filed an application for a Community trade
mark with the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. The trade mark in respect of which registration was sought is the olfactory sign, which is not perceived
visually, described by the words smell of ripe strawberries' and consisting of the following colour image:

>image>121
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3. The goods in respect of which registration was sought are in Classes 3, 16, 18 and 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:

- Class 3: Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and
abrasive preparations; soaps, deodorant soaps, perfumery, eau de toilette, scented water, essential oils, oils for
toilet purposes, almond oils and almond milks for cosmetic purposes, cleansing milk for toilet purposes,
colorants for toilet purposes, anti-perspirants (toiletries), cosmetics, lipsticks, cotton wool for cosmetic
purposes, make-up powder, cosmetic preparations for skin care, cosmetic preparations for baths, cotton sticks
for cosmetic purposes, cosmetic creams, cosmetic pencils, make-up removing preparations, make-up, paper
guides for eye make-up, nail varnish for cosmetic purposes, pomades for cosmetic purposes, sun-tanning
preparations (cosmetics), shampoos, hair lotions, cosmetic dyes, shaving preparations, after-shave lotions,
dentifrices, non medical mouth care preparations, talcum powder, depilatory preparations, hair lotions, hair
cream preparations, hair oil preparations, perfumery, smoothing stones, polishing stones, pumice stones';

- Class 16: Stationery, fountain pens, pencils, pencil holders, erasers, paper sheets (stationery), writing or
drawing books, blotters, pads (stationery); printed matter, books, magazines, newspapers, periodicals,
instructional and teaching material (except apparatus), playing cards';

- Class 18: Goods of leather or imitation leather (except cases adapted for the goods they are designed to
carry, gloves and belts), pocket wallets, key holders, purses, handbags, travelling bags, school bags, harness
for animals, trunks and travelling bags, carrying bags adaptable for bicycles, coverings of skins or hides;
umbrellas, walking sticks; clothing, particularly trousers, shirts and short-sleeved shirts, skirts and dresses,
underwear, jackets and overcoats; footwear, headgear and all kinds of sportswear, clothing of leather';

- Class 25: Clothing, underwear, knickers, pants, underpants, T-shirts, combinations (clothing and
underclothing), lingerie, suits, neckties, shirts, short-sleeved shirts, scarves, skirts, petticoats, brassieres, coats,
trousers, dressing gowns, jackets, swimsuits, beachwear, dresses, socks, trouser straps; footwear, boots, sandals,
footwear for sports; headgear, caps'.

4. By decision of 7 August 2003, the examiner rejected the application pursuant to Article 38 of Regulation
No 40/94, on the ground, first, that the olfactory sign applied for was not capable of being represented
graphically and therefore fell under Article 7(1)(a) of that regulation and, second, that it was devoid of any
distinctive character within the meaning of Article 7(1)(b) of that regulation, in respect of some of the goods
claimed.

5. On 6 October 2003 LFP filed an appeal with OHIM pursuant to Articles 57 to 62 of Regulation No 40/94
against the examiner's decision.

6. By decision of 24 May 2004 (the contested decision'), the First Board of Appeal of OHIM dismissed the
appeal on the ground that the mark applied for was not capable of being represented graphically within the
meaning of Article 4 of Regulation No 40/94, and that it was therefore covered by the ground for refusal
provided for in Article 7(1)(a) of Regulation No 40/94.

7. By deed of 21 December 2000 LFP was transferred to the applicant. That transfer was communicated to
OHIM on 9 July 2004, which notified the registration of the transfer of the Community trade mark application
at issue in favour of the applicant on 20 July 2004.

Forms of order sought

8. The applicant claims that the Court of First Instance should:
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- annul the contested decision;

- order OHIM to pay the costs.

9. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

10. In support of its action, the applicant raises a single plea in law, alleging infringement of Article 7(1)(a)
of Regulation No 40/94.

Arguments of the parties

11. The applicant points out that, in Case C-273/00 S ieckmann [2002] ECR I11737, the Court held that
signs which are not in themselves capable of being perceived visually, such as sounds or odours, may
constitute a mark provided that they can be represented graphically. The applicant notes that, in that judgment,
the Court considered that an odour may be represented graphically by means of images, lines or characters
and must be clear, precise, self-contained, easily accessible, intelligible, durable and objective' (paragraph 55
of the judgment). The applicant notes that, as regards more specifically olfactory signs, the Court held that the
requirements of graphic representability are not satisfied by a chemical formula, by a description in written
words, by the deposit of an odour sample or by a combination of those elements' (paragraph 73 of the
judgment).

12. The applicant criticises the Board of Appeal for applying that case-law to the present case without taking
into account the characteristics of the application for registration at issue.

13. First, the applicant asserts that, unlike the application at issue in Sieckmann , this application for
registration contains neither a sample nor a chemical formula. The applicant submits that the Board of Appeal
should have considered whether the graphic representation contained in the application for registration, made
up of a description in words and a representation in the colours of a ripe strawberry, met the condition laid
down in Article 4 of Regulation No 40/94.

14. Second, the applicant submits that the Board of Appeal's analysis of the graphic elements of which the
application for registration was composed was incorrect.

15. As regards, first, the representation in words, the applicant asserts, in reply to the argument that the
description of the mark in the application for registration may be interpreted subjectively, that that observation
is irrelevant since the perception of any sign may differ from one individual to another. The applicant submits
that a sign has to be capable only of distinguishing the goods which it designates and that, for a mark to
fulfil its function, it is sufficient that it is perceived as a mark by people. As regards any sign, consumers
make a conceptual link between the form that they perceive and the sign in question on the basis of their
cultural background and their sensorial experiences.

16. Referring to Sieckmann , the applicant asserts that it is sufficient that the graphic representation be
unequivocal' and that there is no need to inquire whether that representation will be perceived more or less
subjectively by the consumer. To that effect, the applicant submits that no other type of sign is subject to an
objectivity criterion and that therefore olfactory signs should not be subject to that criterion either.

17. As regards the Board of Appeal's assertion that there is a discrepancy between the description and the
smell, because there is a considerable number of types of strawberries which can be distinguished by their
smell, the applicant states that that assertion is incorrect. It claims that the evidence
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adduced shows that the smell of strawberries does not vary from one variety to another, and that only the
taste differs according to the variety. It concludes that the smell of ripe strawberries is stable and durable.

18. The applicant adds that the smell deposited is also a specific one since it is not just any strawberry smell
but that of ripe strawberries. Moreover, that smell is well-known to consumers who will have memories of it
from childhood.

19. As regards, next, the figurative representation, the applicant claims that, in the contested decision, the
Board of Appeal fails to explain why the combination of a description in words and an image is not
sufficiently precise and clear. It asserts that the image of a ripe strawberry cannot be perceived in isolation
either by the public or by the competent authorities, but that it is associated with other aspects of the
application for registration, namely the description smell of ripe strawberries' and olfactory mark'. The mark as
applied for therefore forms a whole that the authorities and the public perceive as such.

20. As regards, finally, the combination of the two graphic elements, description and image, the applicant
disputes the Board of Appeal's assertion that, if the description in words of the smell of ripe strawberries or
the mere reproduction of the image of a strawberry are not capable of satisfying, in themselves, the
requirements of graphic representation, nor is a combination of those elements able to satisfy such
requirements, in particular those relating to clarity and precision'. The applicant submits that the Board of
Appeal has merely reproduced the wording in Sieckmann , whereas the elements used to represent the mark
at issue differ from those of the mark concerned in that judgment. The applicant criticises the Board of
Appeal for assessing, in the contested decision, the description in words separately instead of assessing the
representation of the mark as a whole.

21. The applicant therefore takes the view that the graphic representation of the mark satisfies the
requirements laid down by the case-law. The applicant asserts that the description in words is clear, precise,
easily accessible, intelligible, durable and objective and that the image enables the sign to be complete in
itself. Since the combination of those two elements satisfies the requirement of graphic representation laid
down in Article 4 of Regulation No 40/94, the application for registration should be accepted.

22. OHIM supports the Board of Appeal's findings.

Findings of the Court

23. Under Article 7(1)(a) of Regulation No 40/94, signs which do not conform to the requirements of Article
4 of that Regulation are to be refused registration. Article 4 provides that a Community trade mark may
consist of any signs capable of being represented graphically, particularly words, including personal names,
designs, letters, numerals, the shape of goods or of their packaging, provided that such signs are capable of
distinguishing the goods or services of one undertaking from those of other undertakings'.

24. As regards in particular the registration of olfactory marks, the Court of Justice has held, in relation to
Article 2 of Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member
States relating to trade marks (OJ 1989 L 40, p. 1), which has the same wording as Article 4 of Regulation
No 40/94, that a trade mark may consist of a sign which is not in itself capable of being perceived visually,
provided that it can be represented graphically, particularly by means of images, lines or characters, and that
the representation is clear, precise, self-contained, easily accessible, intelligible, durable and objective'
(Sieckmann ).

25. As a preliminary point, despite the fact that, as was stated at the hearing, the olfactory
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memory is probably the most reliable memory that humans possess and that, consequently, economic operators
have a clear interest in using olfactory signs to identify their goods, it is nevertheless the case that a graphic
representation of a sign must enable the sign to be precisely identified in order to ensure the sound operation
of the trade mark registration system (Sieckmann , paragraphs 46 and 47; Case C-104/01 Libertel [2003]
ECR I-3793, paragraph 28, and Case C-49/02 Heidelberger Bauchemie [2004] ECR I-6129, paragraphs 25
and 26). Consequently, the requirements relating to the validity of a graphic representation may not be
modified or relaxed in order to facilitate the registration of signs whose nature makes their graphic
representation more difficult.

26. In the present case, the olfactory mark applied for was the combination of a figurative element, the image
reproduced in paragraph 2 above, and a description in words, smell of ripe strawberries'. The Board of Appeal
considered that that representation did not constitute a valid graphic representation for the purposes of Article
4 of Regulation No 40/94, as interpreted by the case-law, and refused registration of the mark on the ground
provided for in Article 7(1)(a) of Regulation No 40/94.

27. As regards, first, the word element, the Board of Appeal held, on the one hand, that the description at
issue was imbued with subjective factors and could therefore be interpreted subjectively and, on the other
hand, that it would be difficult to describe the sign at issue in a sufficiently clear, precise and unequivocal
manner since the smell of strawberries differs according to the variety; therefore there is necessarily a
discrepancy between the description itself and the actual smell. The Board of Appeal concluded that a
description could not constitute a graphic representation of the smell in respect of which it purports to be the
written expression.

28. The Court of First Instance considers in that respect that, although as follows from Sieckmann , a
description cannot represent graphically olfactory signs which are capable of being described in many different
ways, it cannot however be ruled out that an olfactory sign might possibly be the subject of a description
which satisfies all the requirements laid down by Article 4 of Regulation No 40/94, as interpreted by the
case-law.

29. In the present case, the applicant asserts that the smell of ripe strawberries does not vary from one type
to the other and that, consequently, the description smell of ripe strawberries' is unequivocal, precise and
objective. It basis that claim on two studies annexed to its application.

30. As regards, first of all, the study carried out by the Institut pour la protection des fragrances', it must be
held that, since it was not submitted to the Board of Appeal, it cannot be taken into consideration. Since the
purpose of actions before the Court of First Instance is to obtain review of the legality of decisions of the
Boards of Appeal of OHIM for the purposes of Article 63 of Regulation No 40/94, it is not the Court's
function to review the facts in the light of documents adduced for the first time before it (Case T-129/01
Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 67, and Case T-57/03
SPAG v OHIM - Dann and Backer (HOOLIGAN) [2005] ECR II-0000, paragraph 20).

31. As regards next the study carried out by Coopération européenne dans le domaine de la recherche
scientifique et technique (COST) (European Cooperation in the field of scientific and technical research), it
must be pointed out that that study does not bear out the applicant's argument that all varieties of strawberries
have the same smell. Thus, tables 4, 5 and 6 of that study indicate that examiners on a sensory panel were
able to distinguish five of the nine crops examined by the study (in particular those of 9 July 1997, 3 and 10
June 1998, 15 July 1998 and 2 June 1999) by their smell with a probability of error equal to or less than 5%.
That means, according to the explanations accompanying those tables, that the different varieties of
strawberries produce significantly different smells. That interpretation is borne out by the fact that the
probability of error for the descriptive term smell of strawberries' is identical, in respect of certain crops, to
that found for other descriptive terms, such as strawberryflavour (fragrance)' or sweet flavour', which are
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considered by the study to be very effective in terms of differentiating the varieties of strawberries.

32. Admittedly, it is clear from those tables that the smell of strawberries did not make it possible to
distinguish between the varieties of strawberry in a significant way in respect of all the different crops.
However, it should be noted that, in order to verify whether the applicant's argument that the smell of ripe
strawberries is unique and unequivocal in respect of all varieties is well founded, it is not necessary that those
varieties systematically produce significantly different smells. The mere finding that it was possible to
differentiate the varieties by their smell in five of the nine crops analysed in the study is sufficient to show
that strawberries do not have just one smell.

33. It must therefore be held that the evidence adduced before the Board of Appeal shows that the smell of
strawberries varies from one variety to another. Consequently, since the description smell of ripe strawberries'
could refer to several varieties and therefore to several distinct smells, it is neither unequivocal nor precise
and does not eliminate all elements of subjectivity in the process of identifying and perceiving the sign
claimed.

34. It is, moreover, common ground that, at the present time, there is no generally accepted international
classification of smells which would make it possible, as with international colour codes or musical notation,
to identify an olfactory sign objectively and precisely through the attribution of a name or a precise code
specific to each smell.

35. It follows from the foregoing that the applicant has failed to show that the Board of Appeal erred in
finding that the description smell of ripe strawberries' was not objective, clear and precise.

36. As regards, second, the figurative element, the Board of Appeal stated that such a representation (was)
even less precise than a description in words' on the ground that, first, it (was) not possible for the competent
authorities and the public... to determine whether the sign, which is the subject of protection, is the image of
the ripe strawberry itself, or its smell' and, second, the image of the strawberry [would] be replaced in the
mind of the consumer by its equivalent in words red strawberry' (or) ripe strawberry', which amounts to
defining once again the smell in words, such a definition having already been considered to be too vague'.

37. In that respect, it must first be stated, as the applicant asserts, that there is no reason to consider that the
authorities and the public will not be able to determine whether the protected sign is a figurative sign,
consisting of a strawberry, or an olfactory sign which is supposed to have the same smell as ripe strawberries.
Since it is stated in the application for registration that it is an olfactory mark, there can be no doubt
concerning the nature of the sign registered, in the same way that the authorities and the public are able to
determine whether a musical stave represents a figurative sign, consisting of lines and signs, or the melody of
which the stave is the transcription.

38. Second, the Court finds that the fact that the image of the strawberry can be replaced in the mind of the
consumer by the expression red strawberry' is irrelevant. Any figurative representation of a mark, whatever its
type, may be described in words and will be replaced in the mind of the consumer by a description whenever
that description is easier to commit to memory than the figurative representation itself. Thus, in particular, the
musical stave of a sound sign consisting of a very well-known melody will most probably be replaced in the
mind of the consumer by the name of that melody.

39. In Sieckmann (paragraph 69), the Court of Justice held that the graphic representation of an olfactory
mark must, in order to be accepted, represent the odour whose registration is sought and not the product
emitting that odour. It therefore held that the chemical formula of the substance emitting the odour in question
could not be regarded as a valid graphic representation.

© An extract from a JUSTIS database



62004A0305 European Court reports 2005 Page 00000 7

40. The Court of First Instance cannot but find therefore that since the image of a strawberry contained in
the application for registration represents only the fruit which emits a smell supposedly identical to the
olfactory sign at issue, and not the smell claimed, that does not amount to a graphic representation of the
olfactory sign.

41. Moreover, that image is subject to the same criticism as the description smell of ripe strawberries'. As it
has been established that strawberries, or at least some of them, have a different smell according to their
variety, the image of a strawberry whose variety is not specified does not enable the olfactory sign claimed to
be identified with clarity and precision.

42. Consequently, the findings of the Board of Appeal in relation to the image of the red strawberry must
also be upheld.

43. As regards, third, the combination of the description in words and the image, the Board of Appeal
considered that, since the two elements are not valid graphic representations, neither can their combination be
regarded as a permissible representation.

44. The applicant criticises the Board of Appeal for examining the two elements of the representation
separately instead of examining them as a single representation and asserts that the image supplements the
description, in that it reflects the state of ripeness in which strawberries emit the smell in question, thus
making the graphic representation complete in itself.

45. In that respect, the Court of First Instance notes, first of all, that it follows from the case-law that a
combination of methods of representation not capable, in themselves, of satisfying the requirements of graphic
representation is not able to satisfy those requirements and that at least one of the elements in the
representation must satisfy all the requirements (Sieckmann , paragraph 72, and Libertel , paragraph 36).
Consequently, since it has been found that the description in words in question and the image of a ripe
strawberry, reproduced in paragraph 2 above, do not satisfy the conditions required of graphic representation,
it must be held that their combination does not constitute a valid graphic representation.

46. Furthermore, contrary to what the applicant claims, the image adds no additional information in relation
to the description in words. The information purportedly added, that is, the state of ripeness in which a
strawberry emits the smell in question, is already contained in the description given, since that description
states that it is the smell of ripe' strawberries. Thus, since the two elements in the representation convey the
same information, their combination cannot amount to more than the sum of the two parts and cannot
overcome the criticisms raised against each of them individually.

47. It results from all the foregoing that the Board of Appeal correctly found that the olfactory sign in
question had not been represented graphically for the purpose of Article 4 of Regulation No 40/94, as
interpreted by the case-law.

48. Consequently, since the single plea in law relied on is unfounded, the action must be dismissed.

Costs

49. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs, in accordance with the form of order sought by the defendant.
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JUDGMENT OF THE COURT OF FIRST INSTANCE (Second Chamber) 

12 July 2006 (*) 

(Community trade mark – Opposition proceedings – Application for the Community word mark 
VITACOAT – Earlier national word marks VITAKRAFT – Relative ground for refusal – Likelihood of 

confusion – Article 8(1)(b) of Regulation (EC) No 40/94) 

In Case T-277/04, 

Vitakraft-Werke Wührmann & Sohn GmbH & Co. KG, established in Bremen (Germany), 
represented by U. Sander, lawyer, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by J. Novais Gonçalves, acting as Agent, 

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court
of First Instance, being 

Johnson’s Veterinary Products Ltd, established in Sutton Coldfield (United Kingdom),
represented by M. Edenborough, Barrister, 

ACTION for the annulment of the decision of the First Board of Appeal of OHIM of 27 April 2004
(Case R 560/2003-1) regarding opposition proceedings between Vitakraft-Werke Wührmann & Sohn 
GmbH & Co. KG and Johnson’s Veterinary Products Ltd, 

THE COURT OF FIRST INSTANCE 
OF THE EUROPEAN COMMUNITIES (Second Chamber), 

composed of J. Pirrung, President, A.W.H. Meij and I. Pelikánová, Judges, 

Registrar: J. Plingers, Administrator, 

having regard to the application lodged at the Court Registry on 9 July 2004, 

having regard to the response of OHIM lodged at the Court Registry on 14 January 2005, 

having regard to the response of the intervener lodged at the Court Registry on 13 May 2005, 

further to the hearing on 11 January 2006, 

gives the following 

Judgment 

 Background to the dispute 

1       On 21 March 1996, Vitacoat Ltd applied to the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) for registration of the word sign VITACOAT as a Community
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trade mark pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1), as amended. 

2       The goods in respect of which registration of the trade mark was sought fall within Classes 3, 5 and
21 of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to
the following description: 

–       Class 3: ‘Shampoos, conditioners, preparations for the hair and skin, deodorants; all for 
animals’; 

–       Class 5: ‘Preparations for killing mites, lice, fleas and other parasites; all for animals’; 

–       Class 21: ‘Brushes and combs for animals’. 

3       The application for registration was published in Community Trade Marks Bulletin No 34/1998 of 11 
May 1998. 

4       On 25 May 1998 the applicant lodged an opposition against registration of the mark applied for
based on four marks registered in Germany (hereinafter ‘the earlier marks’), consisting of the word 
sign VITAKRAFT and protecting inter alia the following goods: 

–       Registration No 834 153: ‘Glassware, porcelain and earthenware, namely feeding dishes for 
birds, dogs and cats’; 

–       Registration No 950 955: ‘Non-pharmacy-restricted veterinary preparations for toy fishes and 
birds, domestic birds’; 

–       Registration No 1 065 186: ‘Preparations for body and beauty care of pets as well as 
shampoos for pets, sanitary preparations for pets’; 

–       Registration No 39 615 031: ‘Laundry substances, soaps, preparations for body and beauty 
care, hair lotions, preparations for destroying vermin, combs, brushes’. 

5       The opposition was based in particular on Article 8(1)(b) of Regulation No 40/94 and directed
against all the goods covered by the application for registration. 

6       On 11 February 2000, the Opposition Division rejected the opposition on the ground, inter alia, of
failure to translate completely the registration certificates of the earlier marks. On appeal by the 
applicant, the Third Board of Appeal of OHIM annulled that decision on 19 June 2001 in so far as it
related to the earlier marks. 

7       On 4 September 2001, Vitacoat informed OHIM of the transfer of the trade mark application to
Johnson’s Veterinary Products Ltd and that transfer was registered in the Register of Community 
Trade Marks on 29 October 2001. 

8       On 29 July 2003, the Opposition Division again rejected the opposition as unfounded. 

9       On 24 September 2003, the applicant lodged an appeal against the Opposition Division’s decision. 

10     By decision of 27 April 2004 (hereinafter ‘the contested decision’) the First Board of Appeal of OHIM 
dismissed the appeal. In essence it held that the goods at issue were in part identical and in part
similar but that the signs at issue included only very few elements of similarity at the visual and
aural levels. According to the Board of Appeal, the word ‘vita’ and the ‘VITAKRAFT’ marks have only 
a low inherent distinctive character with respect to the goods other than those covered by German
registration No 834 153 and the ‘combs and brushes’ covered by German registration No 39 615 
031. Furthermore, it maintained that they were different at a conceptual level, as the word ‘Kraft’ 
meant ‘strength, power’ in German and thus reinforced the idea of ‘vitality’ (‘Vitalität’ in German) 
suggested by the element ‘vita’, whereas the word ‘vitacoat’ had no specific meaning regardless of 
whether German consumers knew the meaning of the English word ‘coat’. As regards the documents 
submitted by the applicant with a view to proving the highly distinctive character of the earlier
marks on account of the fact that they are recognised on the German market, the Board of Appeal

Page 2 of 11

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?where=&lang=en&num=79939287T19...



found that they did not constitute sufficient evidence of the reputation of the earlier marks (see
paragraphs 24 and 25 below). According to the Board of Appeal, as the applicant was not successful
in showing that its marks were recognised on the German market, the similarity of the marks at
issue is not sufficient to create a likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94. 

 Procedure and forms of order sought by the parties 

11     The application was initially lodged in German. English became the language of the case, pursuant
to Article 131(2) of the Rules of Procedure of the Court of First Instance, following objections by the
intervener which were lodged at the Registry of the Court of First Instance on 11 August 2004. 

12     The applicant included in its application numerous annexes drafted in German. On 31 January 2005
it replaced some of them with abridged versions. 

13     Pursuant to Article 131(3) of the Rules of Procedure the applicant was permitted to submit its oral
pleadings in German. 

14     The applicant claims that the Court should: 

–       annul the contested decision; 

–       order OHIM to pay the costs. 

15     OHIM claims that the Court should: 

–       dismiss the action; 

–       order the applicant to pay the costs. 

16     The intervener claims that the Court should: 

–       dismiss the action; 

–       uphold the contested decision; 

–       refer the application for a Community trade mark back to OHIM so that it can register the 
mark; 

–       order the applicant to pay the costs incurred by the intervener in connection with the 
proceedings before the Court of First Instance, the Board of Appeal and the Opposition 
Division. 

17     At the hearing the intervener explained, in answer to a question from the Court, that its second
head of claim was, in fact, indissociable from the first. As regards the third head of claim, that,
according to the intervener, is intended to ensure that OHIM actually proceeds to register the mark
applied for in the event that the action is dismissed. In respect of costs, it stated that it had, as a
precaution, formulated the fourth head of claim as widely as possible. 

 Law 

 The applicant’s claim for annulment of the contested decision 

18     The applicant is relying on a single plea in law, alleging breach of Article 8(1)(b) of Regulation No
40/94. That plea in law is essentially made up of three parts. In the first, it submits that the
VITAKRAFT marks and their element ‘vita’ have a highly distinctive character because that mark is 
recognised on the German market. In the second part of the plea in law the applicant complains that
the Board of Appeal made an incorrect appraisal of the similarity of the signs, in particular because
it did not perceive the word ‘vita’ to constitute their dominant element. In the third part, the
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applicant submits that those two errors and the fact that the Board of Appeal failed to have regard to the
degree of similarity of the goods at issue led it to disregard the existence, in the present case, of a
likelihood of confusion which has, moreover, been duly acknowledged by German courts in
circumstances comparable to those of the present case. 

 General observations 

19     Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to
the earlier trade mark and the identity or similarity of the goods or services covered by the trade
marks there exists a likelihood of confusion on the part of the public in the territory in which the
earlier trade mark is protected. 

20     According to settled case-law of the Court of Justice and the Court of First Instance, the likelihood of 
confusion as to the commercial origin of the goods or services must be assessed globally according
to the perception that the relevant public has of the signs and of the goods or services in question
and taking into account all factors relevant to the circumstances of the case, inter alia of the
interdependence between the similarity of the trade marks and the similarity of the goods or
services identified (Case T-57/03 SPAG v OHIM – Dann and Backer (HOOLIGAN) [2005] ECR II-287, 
paragraph 51). 

21     In the present case, the parties agree on the fact that, as the earlier marks are protected in
Germany and the goods are intended for all pet-owners, the target public is composed of average 
German consumers with pets. 

22     Furthermore, as is apparent from paragraphs 21 to 23 of the contested decision, the Board of
Appeal found that all the goods covered by the trade mark application were identical to one or other
of the goods protected by earlier marks No 1 065 186 and No 39 615 031. In addition it stated, in
paragraph 24 of the contested decision, that the goods covered by the mark for which registration
was sought and by mark No 834 153 were similar. The applicant did not challenge those findings. 

23     It is in the light of those considerations that the applicant’s single plea in law must be examined. 

 The first part of the plea in law relating to whether the earlier marks have a highly distinctive
character because they are recognised 

–       Contested decision 

24     Before the Board of Appeal, the applicant submitted the following items of evidence in order to
substantiate the fact that its marks are recognised: 

–       a price list of goods carrying the VITAKRAFT marks for 1994; 

–       a market survey compiled in 1997 relating to the VITAKRAFT marks; 

–       a market survey compiled in 1992 relating to the mark VITA and the possible link that the 
public will make between that mark and the sign VITAKRAFT. 

25     The Board of Appeal took no account of the price list because it essentially concerned goods other
than those covered by the earlier marks at issue (paragraph 29 of the contested decision). As
regards the 1997 survey, the Board of Appeal considered that its evidential value was inconclusive,
since the interviewees did not spontaneously make a link between the VITAKRAFT marks and the
products protected by them as the interviewers showed them the sign and mentioned the goods at
issue (paragraph 30 of the contested decision). As regards the 1992 survey, the Board of Appeal
took the view that its evidential value was considerably reduced as it did not cover the relevant
period. According to the Board of Appeal, it must be assumed that market conditions and consumer
perceptions change considerably in four years unless there is evidence to the contrary. It added that
the survey did not concern the VITAKRAFT marks, was directed only at consumers with pets, that
those consumers were directed to the mark VITA for the goods at issue and that only 20[%] of the
interviewees had identified the VITAKRAFT marks (paragraph 31 of the contested decision). 

–       Arguments of the parties 
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26     As regards, first of all, the 1994 price list, the applicant states that it also covers goods designated
by the earlier marks. 

27     Secondly, as regards the 1997 survey, the applicant essentially criticises the fact that the Board of
Appeal did not accept the information given to the interviewees as regards the mark and the goods
at issue. According to the applicant, it is impossible not to show the mark concerned by a survey
during interviews with consumers. At the hearing it added that, as the word ‘vita’ is an element 
frequently used in marks protecting goods for human consumption, it was necessary to mention the
goods covered by the earlier marks in order to preclude confusion with marks falling within the
sector of foodstuffs for human consumption. 

28     Lastly, so far as concerns the 1992 survey, the applicant submits, first of all that, as the 1997
survey also shows, the market at issue does not change in the relatively short period of four years.
Secondly, it states that the German market research institute Allenbach which carried out that
survey is extremely well known. The survey proves that, for a group which is representative of the
market at issue, the word ‘vita’ is the dominant element of the VITAKRAFT marks and that that 
section of the public makes a direct link between the presence of the word ‘vita’ in the sign 
designating the goods at issue and the applicant’s earlier marks. 

29     OHIM contends, first of all, that the price list cannot on its own prove that the earlier marks were
recognised, irrespective of its content. 

30     As regards the 1997 survey, OHIM considers that, as a general rule, consumers are not driven to a
particular mark but decide spontaneously which product they wish to buy. Consequently, only a
spontaneous answer as to a consumer’s awareness of a mark for particular goods could provide
sufficient evidence that it is recognised on the market. In the present case, firstly, the consumers
were steered directly towards the VITAKRAFT marks and, secondly, the survey remains particularly
vague regarding the goods covered. At the hearing, OHIM added that the evidential value of the
survey was further weakened by the fact that it covered a period subsequent to the relevant period
and therefore could have been influenced by advertising campaigns conducted after the date on
which the application for registration was filed. 

31     Lastly, as regards the 1992 survey, OHIM observes that, according to that survey, 70% of the
interviewees made no link between the word ‘vita’ and the earlier marks although the questions 
were asked in such a way as to steer the consumers questioned towards a particular result. 

32     The intervener considers that the 1997 survey must be disregarded as it relates to a period
subsequent to the relevant date and that the evidential value of the 1992 survey is wanting as it
does not relate to the earlier marks but to the sign VITA. At the hearing it stated that the questions
put to the interviewees in 1992 could, at the very most, show some association between the signs
VITA and VITAKRAFT. 

–       Findings of the Court 

33     As is apparent from the seventh recital in the preamble to Regulation No 40/94, an appreciation of
the likelihood of confusion depends on numerous elements and, in particular, on the public’s 
recognition of the trade mark on the market in question. Since the more distinctive the earlier mark,
the greater will be the likelihood of confusion, marks with a highly distinctive character, either per 
se or because of the public’s recognition of them, enjoy broader protection than marks with a less
distinctive character (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 24; 
Case C-39/97 Canon [1998] ECR I-5507, paragraph 18; and Case C-342/97 Lloyd Schuhfabrik 
Meyer [1999] ECR I-3819, paragraph 20).  

34     The existence of an unusually high level of distinctiveness as a result of the public’s recognition of a 
mark on the market necessarily presupposes that at least a significant part of the relevant public is
familiar with it, without its necessarily having to have a reputation within the meaning of Article 8(5)
of Regulation No 40/94. It is not possible to state in general terms, for example by referring to
given percentages relating to the degree of recognition attained by the mark within the relevant
section of the public, that a mark has a highly distinctive character because of the public’s 
recognition of it (see, to that effect and by analogy, Joined Cases C-108/97 and C-109/97 
Windsurfing Chiemsee [1999] ECR I-2779, paragraph 52 and Lloyd Schuhfabrik Meyer, paragraph 
24). Nevertheless, it must be acknowledged that there is a certain interdependence between the
public’s recognition of a mark and its distinctive character in that the more the mark is recognised
by the target public, the more the distinctive character of that mark is strengthened. 
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35     In order to assess whether a mark has a highly distinctive character as a result of the public’s 
recognition of it, all the relevant facts of the case must be taken into consideration, in particular the
market share held by the mark; how intensive, geographically widespread and long-standing use of 
the mark has been; the amount invested by the undertaking in promoting the mark; the proportion
of the relevant section of the public which, because of the mark, identifies the goods or services as
originating from a particular undertaking; and statements from chambers of commerce and industry
or other trade and professional associations (see, by analogy, Windsurfing Chiemsee, paragraph 51, 
and Lloyd Schuhfabrik Meyer, paragraph 23, and, to that effect and by analogy, Case C-375/97 
General Motors [1999] ECR I-5421, paragraphs 26 and 27). 

36     In the present case, the applicant has submitted three items of evidence to substantiate the public’s 
recognition of its earlier marks, namely a price list from 1994, a market survey from 1997 and a
market survey from 1992 (see paragraph 24 above) 

37     First, as regards the price list, it must be borne in mind that the mere submission of catalogues
without any indications or evidence relating to their distribution to the public or the extent of any
potential distribution is not sufficient to show use of a mark (see, to that effect, Case T-356/02 
Vitakraft-Werke Wührmann v OHIM – Krafft (VITAKRAFT) [2004] ECR II-3445, paragraph 34). A 
fortiori, it cannot prove how intensive such use has been. That case-law can be applied to a price list 
the function of which may be approximated to that of a catalogue. Therefore, the applicant’s 
argument that the Board of Appeal erred as regards the content of that price list must be rejected. 

38     Secondly, as regards the market surveys compiled in 1992 and 1997, it must be pointed out, first of
all, that in order to have an unusually high level of distinctiveness as a result of the public’s 
potential recognition of it, an earlier mark must, in any event, be familiar to the public on the filing
date of the trade mark application or, as the case may be, on the priority date relied on in support
of that application (see, to that effect, Case T-8/03 El Corte Inglès v OHIM – Pucci (EMILIO PUCCI) 
[2004] ECR II-4297, paragraphs 71 to 73, not appealed on those points). None the less, it is not in
principle inconceivable that a survey compiled some time before or after that date could contain
useful indications, although it is clear that its evidential value is likely to vary depending on whether
the period covered is close to or distant from the filing date or priority date of the trade mark
application at issue. Furthermore, its evidential value depends on the survey method used. 

39     In the present case the evidential value of the 1997 survey is weakened, as the Board of Appeal
rightly observes, by the fact that the interviewees did not answer spontaneously, since the
questionnaires used showed them the sign at issue and mentioned the goods. That finding is not
called into question by the applicant’s argument, first that it was necessary to specify the goods
concerned to prevent the interviewees’ indicating trade marks for food intended for human 
consumption and, second, that a survey without any reference to the mark concerned leads to
useful results only in cases where the marks enjoy a high degree of recognition (‘berühmte Marken’) 
(see paragraph 27 above). It would have been possible to mention to the interviewees the goods
concerned without referring to the VITAKRAFT marks or to show them a list of different marks one
of which was the earlier sign at issue. 

40     Accordingly, the Board of Appeal did not err in law in finding that the 1997 survey was not enough
on its own to establish the public’s recognition of the VITAKRAFT marks. There is thus no need for
the Court of First Instance to rule on the additional argument put forward by OHIM and the
intervener that the evidential value of the survey is also weakened by the fact that it covers a period
subsequent to the relevant date. 

41     The 1992 survey, for its part, cannot automatically be disregarded on the sole ground that it relates
primarily to the mark VITA and not to the VITAKRAFT marks, since, first, the applicant seeks to
establish that the word ‘vita’ is the dominant element of the earlier marks, in that the target public
makes an immediate link between the term ‘vita’ and the VITAKRAFT marks as a result of its 
recognition of both signs, and, second, a question in the survey specifically concerns that possible
link. 

42     However, as the Board of Appeal rightly found, the evidential value of the 1992 survey is weakened
by the fact that it was carried out nearly four years before the filing date of the trade mark
application at issue. Furthermore, as the Board of Appeal observed, the percentage of people
making a direct link between the word ‘vita’ and the earlier marks is not sufficiently high to establish
that those marks or their ‘vita’ element have a highly distinctive character as a result of the public’s 
recognition of them. The question which the interviewers put to consumers led them to make an
economic link between the VITAKRAFT marks and any sign including the word ‘vita’ and the 
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possibility of any other elements alongside the term ‘vita’ was unlikely to enter the mind of the consumer 
being questioned. Even in those circumstances, only 33% of interviewees with pets thought that all
the signs which included the element ‘vita’ belonged to the same undertaking. Only 25% of 
interviewees with pets made the link between the term ‘vita’ and a VITAKRAFT mark or undertaking. 

43     Furthermore, the Board of Appeal correctly pointed out that the consumers had been informed of
the goods concerned (pet care products) and the marks in question (VITA and VITAKRAFT). In view
of the fact that the questions put to the consumers were likely to prompt them to give an answer
that tended to be favourable to the applicant, the Board of Appeal rightly found that the 1992
survey was not sufficient to establish that those earlier marks were recognised and consequently to
prove their highly distinctive character or the highly distinctive character of their element ‘vita’. 

44     On those grounds, since the applicant has not shown to the requisite legal standard that the earlier
marks had a highly distinctive character as a result of the public’s recognition of them, the first part 
of the plea must be rejected as unfounded 

 The second part of the plea relating to incorrect appraisal of the similarity of the marks at issue 

–       Arguments of the parties 

45     As regards the comparison of the signs at issue, the applicant denies, first of all, that the element
‘vita’ has low inherent distinctive character even if the Board of Appeal were justified in finding that
the target public associates that word with the German words ‘vital’ and ‘Vitalität’. Firstly, even if 
that Latin word, meaning ‘life’, is sometimes used by a minority of people in educated German
circles to refer to ‘the course of a person’s life’ (‘Lebenslauf’ in German), that meaning is not familiar 
to the majority of German consumers. Secondly, the applicant submits that, contrary to the findings
of the Board of Appeal, the German words ‘vital’ and ‘Vitalität’ are not descriptive of the goods 
covered by the earlier marks. Furthermore, the applicant observes that OHIM has already
acknowledged the distinctive character of the word ‘vita’ by publishing, on 15 July 2002, an 
application for the Community word mark VITA covering goods similar to those designated by the
earlier marks. 

46     As a result of the public’s recognition of the earlier marks, the word ‘vita’ is, according to the 
applicant, the dominant element thereof. 

47     Irrespective of the foregoing, the applicant objects to the assessment of the similarity of the signs
made by the Board of Appeal at the visual, conceptual and phonetic levels. 

48     As regards, first, visual similarity, the applicant states that consumers do not carry out a linguistic
analysis of a mark. On the contrary, as their level of attention is relatively low at the time of
choosing the goods in question, the fact that the first part of the signs VITAKRAFT and VITACOAT
and the letters ‘a’ and ‘t’ in the second part thereof are identical could lead them to confuse the
signs at issue. At the hearing, the applicant highlighted the fact that consumers pay more attention
to the beginning of a word mark than to its ending. 

49     As regards, secondly, conceptual similarity, according to the applicant, the Board of Appeal erred in
considering that, irrespective of whether they know the meaning of the English word ‘coat’, 
consumers will not associate that word with the reference to the German words ‘vital’ and ‘Vitalität’. 
The applicant submits that many German consumers know that the word ‘coat’ can mean ‘Fell’ in 
German so that they grasp the descriptive nature of the sign for which registration is sought.
Furthermore, the target public’s understanding of the word ‘coat’ does not mean that the conflicting 
marks are conceptually different but, on the contrary, highlights their conceptual similarity. 

50     At the hearing, the applicant added that, in accordance with the case-law of the Court of First 
Instance (Case T-292/01 Phillips-Van Heusen v OHIM – Pash Textilvertrieb und Einzelhandel (BASS)
[2003] ECR II-4335, paragraph 54; Case T-185/02 Ruiz-Picasso and Others v OHIM –
DaimlerChrysler (PICARO) [2004] ECR II-1739, paragraph 56; and Case T-336/03 Éditions Albert 
René v OHIM – Orange (MOBILIX) [2005] ECR II-0000, paragraph 80, under appeal), a conceptual 
difference capable of counteracting to a large extent the visual and phonetic similarities of the signs
in question would exist only if the sign in its entirety had a clear and specific meaning. In its
opinion, that is not the case here since the words ‘vitakraft’ and ‘vitacoat’ have no specific meaning 
either in German or English. 
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51     As regards, thirdly, phonetic similarity, on the one hand, the applicant submits that this cannot be
counteracted by the supposed conceptual difference between the signs which it denies exists in the
present case. On the other hand, the Board of Appeal’s finding that the presence of the letters ‘r’ 
and ‘f’ in the earlier marks precludes phonetic similarity runs counter to the principle that the
existence of a likelihood of confusion must be assessed on the basis of the elements of similarity
between the signs and not their differences. 

52     OHIM and the intervener do not accept the applicant’s arguments. 

–       Findings of the Court 

53     As is clear from settled case-law, the global assessment of the likelihood of confusion must, as
regards the visual, phonetic or conceptual similarity of the disputed signs, be based on the overall
impression created by them, bearing in mind, inter alia, their distinctive and dominant components
(see BASS, paragraph 47, and the case-law cited). 

54     First of all, concerning the degree of distinctive character of the word ‘vita’, the relevant public, 
made up of average German consumers who have a pet, will understand the word ‘vita’, which does 
not exist as such in German, as referring to words like ‘vital’ and ‘Vitalität’. Even if a word of Latin 
origin is less familiar to a German-speaking consumer than to a Spanish consumer, the word ‘vita’ 
evokes generally a positive quality attributable to a large range of different goods or services. The
word ‘vita’ constitutes a prefix which gives the word following it, namely the German word
‘Kraft’ (strength, power), a connotation of ‘vitality’. Accordingly, in the present case, the public will 
not perceive it as the distinctive and dominant component of the earlier sign. Therefore, the
applicant’s argument that the word ‘vita’ has an inherent highly distinctive character must be 
rejected. Furthermore, as is apparent from paragraphs 33 to 44 above, the word ‘vita’ is not 
particularly distinctive as a result of the public’s recognition of the earlier marks either, nor is it 
distinctive as a result of an economic link that the target public might make between the proprietor
of the earlier marks and the VITA marks. 

55     The fact that the application for a Community word mark VITA for goods similar to those covered by
the earlier marks was published by OHIM does not invalidate that assessment. Consideration does
not have to be given to whether the sign is ‘devoid of any distinctive character’ or ‘purely 
descriptive’ so that it would meet with a refusal of registration under Article 7(1)(b) or (c) of 
Regulation No 40/94. It need merely be ascertained whether the word ‘vita’ is the dominant 
component of the earlier marks. 

56     Secondly, as regards visual similarity, the signs at issue are composed of the element ‘vita’ and the 
element ‘kraft’ or ‘coat’. They therefore have their first part (‘vita’), the last letter (‘t’) and a letter in 
the middle of their second part (‘a’) in common. Furthermore, their length is nearly identical. In
spite of those elements of similarity, the difference between the second part of the words, namely
the components ‘kraft’ and ‘coat’, produces a different overall impression. Consequently, the Board
of Appeal was right in finding that, as regards the overall visual impression, the differences
outweighed the elements of similarity. 

57     At a phonetic level, it must be observed that the word ‘vitakraft’ can be broken down into three 
syllables (‘vi’, ‘ta’ and ‘kraft’) with a sequence of vowels (i – a – a) and a certain striking phonetic 
quality to the consonants ‘r’ and ‘f’, the consonants ‘k’ and ‘t’ being voiceless and short. The main 
stress falls on the first syllable with lighter stress on the last syllable. By contrast, as regards the
sign for which registration is sought, it must be observed that English words are fairly common in
advertising in Germany with the result that many consumers are likely to know at least the rules of
pronunciation of English. Thus, they will pronounce the word ‘coat’ as one sound, very close to 
‘co:t’. On the other hand, since the word ‘vita’ resembles the German words ‘vital’ and ‘Vitalität’ 
consumers will not replace the German pronunciation of that word (‘vi :ta’) with the English 
pronunciation (‘vaita’). The mark for which registration is sought is thus made up of three syllables
with a sequence of vowels ‘i – a – o’ and ‘c’ and ‘t’ as the only consonants in the second part, with 
stress falling on the first syllable. On account of the difference in pronunciation between the third
syllable of the words ‘vitakraft’ and ‘vitacoat’, it must be concluded, as did the Board of Appeal, that
the phonetic differences are significant. 

58     Lastly, at the conceptual level, the Board of Appeal rightly found that the association in the earlier
marks of the words ‘vita’, linked to the notion of vitality, with ‘kraft’, meaning ‘strength, power’ in 
German, would lead consumers to associate the word ‘vitakraft’ with the quality of strengthening or 
regaining health and vitality, although the word does not exist as such in German. As regards the
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mark for which registration is sought, the word ‘coat’ has no meaning in German and it is unlikely that 
consumers will understand the English word ‘coat’. At the very most, they know that that word can 
be understood in the sense of an outer garment in English. In any event, even if they know all its
meanings, the fact remains that those meanings are clearly different from that of the word ‘Kraft’. 
Furthermore, the possible understanding on the part of consumers of the meaning of ‘coat’ will not 
lead them to perceive the word ‘vita’ as being the dominant element of the mark for which
registration is sought any more than as being the dominant component of the earlier marks. The
overall conceptual impression will be that of a whole in which the prefix ‘vita’ gives to the word 
‘coat’ which follows it a certain connotation linked to the idea of ‘vitality’, those two words thus 
forming a unit in which neither can be considered dominant in relation to the other. 

59     Consequently, it must be held that there is a slight visual similarity constituted, essentially, by the
first four letters of both signs being identical, but considerably diminished on account of the
difference between the second part of the signs at issue, namely the words ‘kraft’ and ‘coat’. 

60     Likewise, there is a slight phonetic similarity constituted by the identical nature of the first two
syllables (‘vi – ta’), but considerably diminished by the phonetic difference between the word
‘kraft’ (marked by the presence of the vowel ‘a’ and the consonants ‘r’ and ‘f’) and ‘coat’ (marked by 
the presence of the vowel ‘o’). 

61     Lastly, given that the word ‘Kraft’ has a specific meaning which is immediately obvious to German 
consumers, whereas the word ‘coat’ will have no meaning for them or will be recognised, at the very
most, as being an English word which has a different meaning, it must be held that there is a
marked conceptual difference between the signs. Such a conceptual difference is capable of
counteracting to a large extent the slight visual and phonetic similarities of the signs at issue (see,
to that effect,BASS, paragraph 54). The presence of the prefix ‘vita’ in the conflicting signs does not 
alter that assessment; it will be perceived as a prefix so that the overall impression made by the
signs is to a large extent determined, at the conceptual level, by the second part of the signs. 

62     In view of the conceptual difference between the signs at issue and their different visual and
phonetic features, the Board of Appeal’s finding that the signs are similar only to a very slight 
extent, as the conceptual difference is likely to counteract to a large extent the elements of visual
and phonetic similarity, must be upheld. 

 The third part of the plea relating to the existence of a likelihood of confusion 

–       Arguments of the parties 

63     The Board of Appeal’s overall assessment of the likelihood of confusion is, according to the
applicant, marred by the following errors. 

64     First, it did not take into account the highly distinctive character of the earlier marks resulting from
the fact that they are recognised on the market. Secondly, it underestimated the degree of
similarity of the conflicting signs. Thirdly, the Board of Appeal did not attach enough importance to
the identity of the goods covered by the marks at issue. 

65     Lastly, the applicant pleads that German courts have, in comparable cases, regularly acknowledged
the existence of a likelihood of confusion, as is apparent from the judgments of those courts
annexed to the application. 

66     OHIM and the intervener do not accept those arguments. Furthermore, OHIM maintains that, since
the judgments of the German courts were not submitted during the proceedings before it, those
documents must be declared inadmissible. 

–       Findings of the Court 

67     As a preliminary point, it is appropriate to state that, as is apparent from paragraphs 44 and 62
above, the Board of Appeal did not err in holding, first, that the earlier marks did not have a highly
distinctive character resulting from the public’s recognition of them and, second, that the signs at 
issue were only very slightly similar. 

68     Secondly, it must be observed that the Board of Appeal took into account the identity of the
majority of the goods designated by the marks in question. However, it considered that there were
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enough differences between the signs, particularly at the conceptual level, to preclude the existence of a
likelihood of confusion even in relation to identical goods. The Court of First Instance upholds that
finding, even taking into account the low degree of attention given to the choice of the goods in
question. 

69     Lastly, as regards the German case-law cited by the applicant, it must be noted, first of all, that the
German judgments were put forward for the first time before the Court of First Instance. 

70     According to settled case-law, the purpose of actions brought before the Court of First Instance is to
review the legality of decisions of the Boards of Appeal within the meaning of Article 63 of
Regulation No 40/94. Facts which are pleaded before the Court of First Instance without having
previously been brought before the departments of OHIM can affect the legality of such a decision
only if OHIM should have taken them into account of its own motion. It follows from the concluding
words of Article 74(1) of Regulation No 40/94, according to which, in proceedings relating to relative
grounds for refusal of registration, OHIM is to be restricted in its examination to the facts, evidence
and arguments provided by the parties and the relief sought, that OHIM is not required to take into
account of its own motion facts which have not been put forward by the parties. Therefore, such
facts cannot affect the legality of a decision of the Board of Appeal (Case T-115/03 Samar v OHIM –
Grotto (GAS STATION) [2004] ECR II-2939, paragraph 13).  

71     Nevertheless, it must, however, be pointed out that neither the parties nor the Court of First
Instance itself can be precluded from drawing on national or international case-law for the purposes 
of interpreting Community law. That possibility of referring to national judgments is not covered by
the case-law referred to in paragraph 70 above since it is not alleged that the Board of Appeal failed 
to take the factual aspects of a specific national judgment into account but that it infringed a
provision of Regulation No 40/94 and the case-law is cited in support of that plea. 

72     In the present case it must, however, be stated that the decisions of the German court cited by the
applicant do not undermine the contested decision. Firstly, for the reasons set out in paragraph 70
above, they cannot cast doubt on the Board of Appeal’s findings of fact, or prove that the earlier 
marks are recognised on the market by the public or that a German consumer associates the word
‘vita’ with the applicant’s marks. Secondly, the applicant has not put forward any particular legal
argument from those judgments which may be drawn on under the conditions set out in paragraph
71 above. 

73     It is apparent from the foregoing that the Board of Appeal did not err in its overall assessment of
the likelihood of confusion. Therefore, the third part of the plea is unfounded. Accordingly, the
applicant’s single plea in law must be rejected and the action must therefore be dismissed. 

 The intervener’s application seeking registration of the mark 

74     As regards the intervener’s third head of claim, it must be borne in mind that Article 63(6) of
Regulation No 40/94 requires OHIM to take the measures necessary to comply with a judgment.
Accordingly, the Court of First Instance cannot issue directions to OHIM. It is for OHIM to draw the
appropriate inferences from the operative part of this judgment and the grounds on which it is
based (Case T-163/98 Procter & Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, paragraph 53; 
Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 
33; Case T-34/00 Eurocool Logistik v OHIM(EUROCOOL) [2002] ECR II-683, paragraph 12; and 
Case T-388/00 Institut für Lernsysteme v OHIM – Educational Services (ELS) [2002] ECR II-4301, 
paragraph 19).  

75     Inasmuch as the intervener asks that OHIM proceed with registration, this constitutes ultimately a
measure necessary to comply with the judgment and is, in fact, indissociable from the first head of
claim seeking to have the action dismissed. If the intervener also thereby intended to ask the Court
of First Instance to direct OHIM to register the mark, that claim would be inadmissible in accordance
with the settled case-law cited in the preceding paragraph. 

 Costs 

76     Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party’s pleadings. Under Article 136(2) of the 
Rules of Procedure, costs necessarily incurred by the parties for the purposes of the proceedings
before the Board of Appeal are to be regarded as recoverable costs. The latter provision applies,
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however, to a situation where the Board of Appeal’s decision is annulled, including the operative part 
concerning the costs. By contrast, where the contested decision is not annulled, even partially, the
decision as to costs before OHIM remains valid, subject to a possible appeal. 

77     It follows that the intervener’s request that the applicant be ordered to pay the costs of the
proceedings before the Opposition Division and the Board of Appeal must be dismissed. As regards
the costs of the proceedings before the Court of First Instance, since the applicant has been
unsuccessful, and the defendant and intervener have applied for costs, the applicant must be
ordered to pay the costs. 

On those grounds, 

THE COURT OF FIRST INSTANCE (Second Chamber) 

hereby 

1.      Dismisses the action; 

2.      Orders the applicant to bear its own costs, and pay the costs incurred by the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) and the 
intervener before the Court of First Instance. 

Delivered in open court in Luxembourg on 12 July 2006. 

* Language of the case: English. 

Pirrung  Meij  Pelikánová 

E. Coulon          J. Pirrung 

Registrar         President 
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AVIS JURIDIQUE IMPORTANT: Les informations qui figurent sur ce site sont soumises à une 
clause de "non-responsabilité" et sont protégées par un copyright.  
 
 

ARRÊT DU TRIBUNAL (première chambre) 

11 juillet 2006 (*) 

« Marque communautaire − Procédure d’opposition – Demande de marque communautaire 
figurative ASETRA − Marque nationale et internationale figurative antérieure CAVIAR ASTARA − 

Motifs relatifs de refus – Risque de confusion – Rejet de l’opposition pour défaut de production de 
documents dans les délais impartis − Preuves produites pour la première fois devant la chambre de 
recours − Recevabilité − Étendue de l’examen opéré par les chambres de recours − Articles 62 et 

74 du règlement (CE) n° 40/94 » 

Dans l’affaire T-252/04, 

Caviar Anzali SAS, établie à Colombes (France), représentée par Me J.-F. Jésus, avocat,

 

partie requérante,

contre 

Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles)
(OHMI), représenté par M. A. Folliard-Monguiral, en qualité d’agent, 

partie défenderesse,

l’autre partie à la procédure devant la chambre de recours de l’OHMI ayant été  

Novomarket, SA, établie à Madrid (Espagne), 

ayant pour objet un recours formé contre la décision de la deuxième chambre de recours de l’OHMI 
du 19 avril 2004 (affaire R 479/2003-2), relative à une procédure d’opposition entre Caviar Anzali 
SAS et Novomarket, SA, 

LE TRIBUNAL DE PREMIÈRE INSTANCE 
DES COMMUNAUTÉS EUROPÉENNES (première chambre), 

composé de MM. J. D. Cooke, président, R. García-Valdecasas et Mme I. Labucka, juges,

 

greffier : Mme B. Pastor, greffier adjoint,

 

vu la requête déposée au greffe du Tribunal le 18 juin 2004, 

vu le mémoire en réponse déposé au greffe du Tribunal le 7 septembre 2004, 

à la suite de l’audience du 8 novembre 2005, 

rend le présent 

Arrêt 

 Cadre juridique 

1       L’article 59, l’article 62, paragraphe 1, et l’article 74 du règlement (CE) n° 40/94 du Conseil, du 20 
décembre 1993, sur la marque communautaire (JO 1994, L 11, p. 1), tel que modifié, disposent : 
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« Article 59 

Délai et forme 

Le recours [devant la chambre de recours] doit être formé par écrit auprès de l’Office [de 
l’harmonisation dans le marché intérieur (marques, dessins et modèles)] dans un délai de deux mois 
à compter du jour de la notification de la décision. Le recours n’est considéré comme formé qu’après 
paiement de la taxe de recours. Un mémoire exposant les motifs du recours doit être déposé par
écrit dans un délai de quatre mois à compter de la date de la notification de la décision. 

[...] 

Article 62 

Décision sur le recours 

1.       À la suite de l’examen au fond du recours, la chambre de recours statue sur le recours. Elle
peut, soit exercer les compétences de l’instance qui a pris la décision attaquée, soit renvoyer 
l’affaire à ladite instance pour suite à donner.  

[...] 

Article 74  

Examen d’office des faits 

1.       Au cours de la procédure, l’Office procède à l’examen d’office des faits ; toutefois, dans une 
procédure concernant les motifs relatifs de refus d’enregistrement, l’examen est limité aux moyens 
invoqués et aux demandes présentées par les parties.  

2. L’Office peut ne pas tenir compte des faits que les parties n’ont pas invoqués ou des preuves 
qu’elles n’ont pas produites en temps utile. » 

 Antécédents du litige  

2       Le 18 avril 2001, Novomarket SA (ci-après l’« autre partie à la procédure devant l’OHMI ») a 
présenté une demande de marque communautaire à l’Office de l’harmonisation dans le marché 
intérieur (marques, dessins et modèles) (OHMI), en vertu du règlement nº 40/94. 

3       La marque dont l’enregistrement a été demandé est le signe figuratif ASETRA, reproduit ci-
dessous : 

  

4       Les produits et les services pour lesquels l’enregistrement a été demandé relèvent des classes 29
(« caviar, poisson et poisson en conserve, oeufs de poisson et fruits de mer en conserve, fruits de
mer en conserve »), 31 (« oeufs de poisson et fruits de mer ») et 35 (« services d’information et de 
conseil en relation avec la vente en détail, importation et exportations, gestion d’affaires 
commerciales ») de l’arrangement de Nice concernant la classification internationale des produits et
des services aux fins de l’enregistrement des marques, du 15 juin 1957, tel que révisé et modifié. 

5       Le 6 mai 2002, Caviar Anzali SAS a formé une opposition à l’enregistrement de la marque 
communautaire demandée. L’opposition visait une partie seulement des produits désignés dans la 
demande de marque communautaire, à savoir les produits suivants :  

–       « caviar, poisson et poisson en conserve, œufs de poisson et fruits de mer en conserve, fruits 
de mer en conserve », relevant de la classe 29 ; 
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–       « œufs de poisson et coquillages », relevant de la classe 31. 

6       Le motif invoqué à l’appui de l’opposition était le risque de confusion, visé par l’article 8, paragraphe 
1, sous b), du règlement n° 40/94, entre la marque demandée et une marque antérieure dont la
requérante est titulaire. La marque antérieure en question, qui a fait l’objet d’un enregistrement en 
France sous le numéro 92 432 018, avec comme date de dépôt le 28 août 1992, pour le caviar
(classe 29), et d’un enregistrement international sous le numéro 597 147, avec comme date de
dépôt le 18 février 1993, pour le même produit, est la marque figurative CAVIAR ASTARA,
reproduite ci-après : 

  

7       L’acte d’opposition était rédigé en français et contenait, à titre de preuve de l’enregistrement des 
marques antérieures, une copie du certificat d’enregistrement du 19 novembre 2001 de l’Institut 
national de la propriété industrielle, organisme français compétent en matière d’enregistrement des 
marques, ainsi qu’un extrait de l’enregistrement international des marques du 14 novembre 2001
délivré par l’Organisation mondiale de la propriété intellectuelle (OMPI), également en langue
française. 

8       Le 18 juin 2002, la division d’opposition de l’OHMI a demandé à la requérante de déterminer, entre
l’anglais et l’espagnol, la langue qu’elle souhaitait adopter comme langue de procédure et l’a 
informée que toute communication future devait être présentée dans la langue de procédure ou
accompagnée d’une traduction. En réponse, la requérante a adressé, le 1er juillet 2002, un acte 
d’opposition rédigé en anglais. 

9       Le 14 octobre 2002, la division d’opposition a informé la requérante qu’elle disposait d’un délai 
expirant le 15 février 2003 pour compléter les faits, preuves ou observations présentés à l’appui de 
son opposition. La lettre indiquait ce qui suit : 

« Si vous ne produisez pas de faits, preuves ou arguments dans le délai imparti, l’[OHMI] rendra 
une décision sur l’opposition en se fondant sur les preuves dont il dispose. Si les documents
nécessaires pour prouver le(s) droit(s) antérieur(s) servant de fondement à l’opposition ou pour 
prouver les conditions essentielles d’application des moyens invoqués ne sont pas fournis dans le
délai imparti mentionné ci-dessus, l’opposition sera rejetée sans examen au fond. 

[…]  

Veuillez noter que tout document devra être fourni dans la langue de la procédure ou être
accompagné d’une traduction. L’[OHMI] ne prendra pas en considération des documents qui
n’auraient pas été traduits dans la langue de la procédure [...]  

Une traduction est également requise pour tout document ou certificat d’ores et déjà versé au 
dossier qui ne serait pas dans la langue de la procédure [...] Une telle traduction doit être fournie
sous la forme d’un document séparé, reproduisant fidèlement la forme et le contenu du document
original. Elle doit reprendre tous les détails essentiels indiqués dans la note explicative ci-jointe.  

[...] 

À défaut, l’[OHMI] ne prendra pas en considération les pièces non traduites et rendra une décision
sur l’opposition comme si ces pièces n’avaient pas été produites. »  

10     À la lettre du 14 octobre 2002, était jointe une notice explicative quant aux preuves à fournir à
l’appui de l’opposition, qui contenait la précision suivante : 

« Traductions : lorsqu’il est nécessaire de traduire le certificat d’enregistrement (ou tout document 
équivalent) dans la langue de la procédure, l’opposant doit traduire toutes les pièces dont la liste 
figure dans la rubrique [« Éléments à prouver »] relative à l’article 8, paragraphe 1, du règlement 
n° 40/94 ci-dessus, en reprenant les intitulés standard pour chacune de ces pièces, ce qui est
nécessaire pour permettre d’identifier de façon claire et sans équivoque la nature des informations
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qui s’y réfèrent. Seules les indications administratives sans incidence sur l’opposition n’ont pas 
besoin d’être traduites. » 

11     Dans le délai imparti, expirant le 15 février 2003 (voir point 9 ci-dessus), la requérante n’a produit 
ni fait, ni preuve, ni observation supplémentaire.  

12     Le 10 avril 2003, la division d’opposition a transmis à la requérante les observations de l’autre 
partie à la procédure devant l’OHMI et indiquait : 

« Veuillez noter que de nouvelles observations ne peuvent plus être échangées. L’[OHMI] vous 
informe qu’il rendra une décision rejetant l’opposition comme étant non fondée, dès lors que les
preuves des droits antérieurs n’ont pas été produites dans le délai fixé par l’[OHMI]. En cas de 
désaccord sur cette conclusion, vous aurez la possibilité de former un recours une fois la décision
rendue (Article 57, paragraphe 2, du règlement n° 40/94). » 

13     Le 14 avril 2003, en réponse au courrier de l’OHMI, la requérante a déposé les traductions, en 
anglais, des certificats d’enregistrement qui avaient été antérieurement produits en français. 

14     Le 11 juin 2003, la division d’opposition de l’OHMI a rejeté l’opposition. Elle a considéré que la 
requérante n’avait pas produit les pièces nécessaires pour justifier les droits antérieurs invoqués à 
l’appui de l’opposition. Elle n’a pas pris en considération les traductions communiquées le 14 avril 
2003, au motif que celles-ci avaient été déposées après l’expiration du délai imparti pour prouver le 
bien-fondé de l’opposition. Elle a relevé que la requérante avait choisi l’anglais comme langue de 
procédure, qu’elle savait qu’une traduction des pièces devait être produite, conformément à la règle
17, paragraphe 2, du règlement (CE) n° 2868/95 de la Commission, du 13 décembre 1995, portant 
modalités d’application du règlement nº 40/94 (JO L 303, p. 91), et qu’un délai lui avait été imparti 
pour soumettre les faits, preuves, observations et traductions, conformément à la règle 20,
paragraphe 3, à la règle 16, paragraphe 3, et à la règle 17, paragraphe 2, du règlement
n° 2868/95. 

15     Le 5 août 2003, la requérante a formé un recours contre la décision de la division d’opposition. À 
l’appui du mémoire exposant les motifs de son recours, elle a joint à nouveau les certificats 
d’enregistrement accompagnés d’une traduction en anglais. 

16     Le 19 avril 2004, la deuxième chambre de recours de l’OHMI a rejeté le recours formé par la 
requérante en adoptant la décision R 479/2003-2 (ci-après la « décision attaquée »). La chambre de 
recours a considéré que la division d’opposition était fondée à rejeter l’opposition sans examiner le 
fond de l’affaire, puisque la requérante n’avait pas communiqué la traduction des certificats
d’enregistrement dans le délai qui lui avait été imparti. Elle a constaté que la requérante avait été
dûment informée par la division d’opposition des exigences concernant les traductions, et de la
sanction éventuelle de leur non-respect, mais qu’elle n’avait ni fourni ces traductions dans le délai 
fixé ni sollicité l’octroi d’un délai supplémentaire. Enfin, elle a rejeté comme irrecevables les
traductions des certificats d’enregistrement qui avaient été annexés au mémoire exposant les motifs
du recours, au motif qu’elles avaient été produites après l’expiration du délai fixé par la division 
d’opposition en vertu de la règle 17, paragraphe 2, et de la règle 20, paragraphe 2, du règlement
n° 2868/95. 

 Conclusions des parties 

17     La requérante conclut à ce qu’il plaise au Tribunal : 

–       annuler la décision attaquée ; 

–       condamner l’OHMI aux dépens. 

18     L’OHMI conclut à ce qu’il plaise au Tribunal : 

–       rejeter le recours ; 

–       condamner la requérante aux dépens ; 

Page 4 of 9

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?lang=fr&num=79939288T19040252&...



–       condamner l’autre partie à la procédure devant la chambre de recours aux dépens de la 
requérante en cas d’annulation de la décision attaquée. 

 En droit 

19     À l’appui de son recours, la requérante soulève, en substance, trois moyens d’annulation. Le 
premier est tiré d’une violation des dispositions des règlements nos 40/94 et 2868/95 relatives à 
l’effet dévolutif du recours devant la chambre de recours. Le deuxième est pris d’une violation du 
principe général d’égalité de traitement. Dans le cadre du troisième moyen, la requérante invoque la
violation du principe de bonne administration et la méconnaissance de l’« esprit » des règlements 
nos 40/94 et 2868/95. 

 Argumentation des parties  

20     Dans le cadre de son premier moyen, la requérante estime que la décision attaquée viole les
dispositions relatives à la compétence de la chambre de recours. Elle invoque le douzième
considérant ainsi que l’article 57, paragraphe 1, et l’article 74, paragraphe 2, du règlement 
n° 40/94, ainsi que la règle 49, paragraphe 2, et la règle 50, paragraphe 1, du règlement
n° 2868/95. Il découlerait de ces dispositions que la chambre de recours exerce une fonction
décisionnelle complète et autonome vis-à-vis de la division d’opposition. Son contrôle ne serait pas 
un simple contrôle de la légalité de la décision qui est attaquée, mais, de par l’effet dévolutif de la 
procédure d’appel, une nouvelle appréciation du litige, la chambre de recours devant intégralement 
réexaminer la requête initiale et tenir compte de preuves produites en temps utile. 

21     Selon la requérante, la chambre de recours serait tenue, en application de la règle 49, paragraphe
2, et de la règle 50, paragraphe 1, du règlement n° 2868/95, de notifier au requérant toutes les 
irrégularités liées à la communication d’une pièce ou à la fourniture de traductions. Or, elle relève
que, en l’espèce, la chambre de recours, qui avait reçu une seconde fois les traductions lorsqu’elles 
ont été jointes en annexe au mémoire exposant les motifs du recours, ne lui a signalé aucune
difficulté. La requérante estime que, s’il ne pouvait pas être à nouveau statué sur la requête et les
pièces, cela aurait pour effet de permettre à la division d’opposition de prendre une position 
préjudiciable à l’opposant, qu’elle inviterait à introduire un recours tout en sachant que ce recours
devant la chambre de recours serait voué à l’échec. En n’invitant pas la requérante à remédier à 
l’irrégularité constatée, la chambre de recours aurait privé cette dernière de l’exercice effectif d’une 
voie de recours. 

22     L’OHMI considère que la chambre de recours n’a commis aucune erreur de droit en rejetant les 
traductions produites devant elle. 

23     L’OHMI considère que l’arrêt du Tribunal du 23 septembre 2003, Henkel/OHMI – LHS (UK) 
(KLEENCARE) (T-308/01, Rec. p. II-3253) ne peut pas être interprété comme autorisant une partie
à présenter des éléments de fait et des preuves à l’appui de l’opposition pour la première – ou, le 
cas échéant, pour la seconde fois – devant la chambre de recours, alors même que cette partie n’a 
pas respecté le délai qui lui avait été imparti pour soumettre ces éléments de fait et ces preuves à la
division d’opposition. 

24     L’OHMI estime que les délais fixés en vertu des règles 16, 17, 20 et de la règle 22, paragraphe 1,
du règlement n° 2868/95 sont des délais péremptoires. Lorsque, comme en l’espèce, le 
manquement à un tel délai est sanctionné par la perte d’un droit, en raison du caractère 
péremptoire du délai, l’OHMI ne pourrait pas faire application du pouvoir discrétionnaire qu’il tire de 
l’article 74, paragraphe 2, du règlement n° 40/94 pour accepter ou refuser des preuves qui n’ont 
pas été produites en temps utile. Cette analyse serait consacrée par le texte même de l’article 74, 
paragraphe 2, précité, qui ne serait applicable que lorsque les preuves n’ont pas été produites « en 
temps utile » et non pas lorsqu’elles sont produites « hors délai ». 

25     L’OHMI estime que l’introduction d’un recours devant les chambres de recours ne peut pas avoir
pour effet la réouverture des délais accordés par la division d’opposition. Une telle solution 
entraînerait une prolongation des procédures, préjudiciable au principe de la sécurité juridique, dont
ferait partie la clôture des procédures dans un délai raisonnable. Selon l’OHMI, l’introduction d’un 
recours ne peut pas avoir un effet rétroactif qui permettrait d’effacer les conséquences du non-
respect d’un délai originellement fixé en première instance. Dans le cas contraire, les dispositions
relatives aux délais se verraient privées de leurs effets. Une telle interprétation serait conforme à la
jurisprudence issue de l’arrêt du Tribunal du 23 octobre 2002, Institut für Lernsysteme/OHMI –
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Educational Services (ELS) (T-388/00, Rec. p. II-4301, point 29). 

26     L’OHMI justifie également l’irrecevabilité des traductions par la nécessité de respecter les principes
du respect des droits de la défense du demandeur et de l’égalité des armes entre les parties. Il 
estime, d’une part, que les droits de la défense du demandeur à l’enregistrement nécessitent que 
celui-ci soit mis en mesure, dès le début de la procédure d’opposition, de s’assurer de l’existence et 
de la portée de protection exacte du droit antérieur invoqué à l’appui de l’opposition, ce qui n’aurait 
pas été le cas en l’espèce. D’autre part, le principe d’égalité des armes entre les parties serait violé 
si, une fois l’opposition rejetée, l’opposant pouvait remédier a posteriori à un défaut de transmission 
de pièces. L’opposant négligent ne pourrait pas justifier sa carence par la nécessité de faire
respecter son droit à être entendu. En effet, un tel droit serait épuisé avec l’expiration des délais 
fixés par l’OHMI, sauf circonstance extraordinaire telle que l’impossibilité matérielle de produire un 
fait ou une preuve pendant le délai fixé ou la révélation de nouveaux faits et preuves pendant la
procédure. 

27     Selon l’OHMI, le fait qu’il existe une continuité fonctionnelle entre la division d’opposition et les 
chambres de recours ne permet pas de limiter les droits de la défense de l’autre partie à la 
procédure devant l’OHMI. Au contraire, la continuité fonctionnelle exigerait l’adoption de règles de 
procédure identiques, s’agissant des délais, ce qui implique que les conséquences juridiques d’une 
inobservation d’un délai subsistent devant la chambre de recours. 

28     L’OHMI conteste que la règle 49, paragraphe 2, du règlement n° 2868/95 oblige la chambre de 
recours à notifier à la requérante l’irrégularité concernant les traductions. Selon l’OHMI, il découle 
de la jurisprudence issue de l’arrêt du Tribunal du 13 juin 2002, Chef Revival USA/OHMI − 
Massagué Marín (Chef) (T-232/00, Rec. p. II-2749), que l’obligation de notifier les irrégularités d’un 
acte d’opposition ne concerne que les seules irrégularités affectant la recevabilité du recours, à
l’exclusion de celles relatives au fond du dossier. L’OHMI (divisions d’opposition et chambres de 
recours) ne serait pas tenu d’informer l’opposant d’une irrégularité concernant la preuve du droit 
antérieur ou sa traduction, qui sont des conditions de fond de l’opposition. 

 Appréciation du Tribunal  

29     L’article 62, paragraphe 1, du règlement n° 40/94 dispose que la chambre de recours peut soit
exercer les compétences de l’instance qui a pris la décision attaquée, soit renvoyer l’affaire à ladite 
instance pour suite à donner. Il découle de cette disposition ainsi que de l’économie du règlement 
nº 40/94 que la chambre de recours dispose pour statuer sur un recours des mêmes compétences 
que l’instance qui a pris la décision attaquée et que son examen porte sur l’entier litige tel qu’il se 
présente au jour où elle statue.  

30     Il ressort également de cet article et d’une jurisprudence bien établie qu’il existe une continuité 
fonctionnelle entre les différentes unités de l’OHMI, à savoir l’examinateur, la division d’opposition, 
la division d’administration des marques et des questions juridiques et les divisions d’annulation, 
d’une part, et les chambres de recours, d’autre part (voir arrêt KLEENCARE, précité, point 25, et la 
jurisprudence citée). 

31     Il découle de cette continuité fonctionnelle entre les différentes instances de l’OHMI que, dans le 
cadre du réexamen que les chambres de recours doivent faire des décisions prises par les unités de
l’OHMI statuant en premier ressort, elles sont tenues de fonder leur décision sur tous les éléments 
de fait et de droit que les parties ont fait valoir soit dans la procédure devant l’unité ayant statué en 
première instance, soit dans la procédure de recours [arrêts du Tribunal KLEENCARE, précité, point
32 ; du 1er février 2005, SPAG/OHMI – Dann et Backer (HOOLIGAN), T-57/03, Rec. p. II-287, point 
18, et du 9 novembre 2005, Focus Magazin Verlag/OHMI – ECI Telecom (Hi-FOCuS), T-275/03, non 
encore publié au Recueil, point 37]. 

32     Dès lors, les chambres de recours peuvent, sous la seule réserve de l’article 74, paragraphe 2, du 
règlement nº 40/94, faire droit au recours, sur la base des nouveaux faits invoqués par la partie
ayant formé le recours ou encore sur la base de nouvelles preuves produites par celle-ci [arrêts du 
Tribunal du 3 décembre 2003, Audi/OHMI (TDI), T-16/02, Rec. p. II-5167, point 81, et KLEENCARE, 
précité, point 26]. Le contrôle exercé par les chambres de recours ne se limite pas au contrôle de la
légalité de la décision attaquée, mais, de par l’effet dévolutif de la procédure de recours, il implique 
une nouvelle appréciation du litige dans son ensemble, les chambres de recours devant
intégralement réexaminer la requête initiale et tenir compte des preuves produites en temps utile. 

33     Contrairement à ce que soutient l’OHMI, s’agissant de la procédure inter partes, la continuité 
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fonctionnelle existant entre les différentes instances de l’OHMI n’a pas pour conséquence qu’une partie 
qui, devant l’unité statuant en première instance, n’a pas produit certains éléments de fait ou de 
droit dans les délais impartis devant cette unité serait irrecevable, en vertu de l’article 74, 
paragraphe 2, du règlement n° 40/94, à se prévaloir desdits éléments devant la chambre de
recours. La continuité fonctionnelle a, au contraire, pour conséquence qu’une telle partie est 
recevable à se prévaloir desdits éléments devant la chambre de recours [arrêt du Tribunal, Hi-
FOCuS, précité, point 37]. La thèse de l’OHMI reviendrait à nier la compétence générale de la
chambre de recours pour se prononcer sur le litige. 

34     La règle énoncée à l’article 74, paragraphe 1, du règlement n° 40/94 selon laquelle l’OHMI procède 
d’office à l’examen des faits prévoit deux limitations. D’une part, dans le cadre des procédures 
concernant les motifs relatifs de refus d’enregistrement, l’examen est limité aux faits afférents aux 
moyens et aux demandes présentées par les parties. D’autre part, le paragraphe 2 de cet article 
confère à l’OHMI, à titre facultatif, le pouvoir de ne pas tenir compte des preuves que les parties 
n’ont pas produites « en temps utile ». 

35     Or, il résulte de la continuité fonctionnelle qui caractérise la relation entre les instances de l’OHMI 
que la notion de « temps utile » doit être interprétée dans le cadre d’une procédure de recours 
devant une chambre de recours comme se référant au délai applicable à l’introduction du recours 
ainsi qu’aux délais impartis au cours de la procédure en cause. Cette notion s’appliquant dans le 
cadre de chacune des procédures pendantes devant l’OHMI, l’écoulement des délais impartis, par 
l’unité décidant en première instance, pour produire des éléments de preuve demeure donc sans 
incidence sur la question de savoir si ceux-ci ont été produits « en temps utile » devant la chambre 
de recours. La chambre de recours est ainsi obligée de prendre en considération les éléments de
preuves présentés devant elle, indépendamment du fait qu’ils ont ou non été produits devant la 
division d’opposition. 

36     La thèse de l’OHMI selon laquelle la notion de « hors temps utile » ne coïncide pas avec celle de 
« hors délai » et l’existence d’un délai accordé par la division d’opposition en vertu de la règle 22, 
paragraphe 1, du règlement nº 2868/95 empêche l’application de l’article 74, paragraphe 2, du 
règlement nº 40/94 et fait obstacle au pouvoir discrétionnaire que cette disposition confère à l’OHMI 
ne saurait être accueillie. En effet, en premier lieu, il ressort de la jurisprudence que l’article 74, 
paragraphe 2, du règlement n° 40/94 confère à l’OHMI un pouvoir d’appréciation au regard de la 
prise en considération d’éléments produits après l’expiration d’un délai [arrêt du Tribunal du 8 juillet 
2004, MFE Marienfelde/OHMI (HIPOVITON), T-334/01, Rec. p. II-2787, point 57]. En second lieu, la 
thèse de l’OHMI reviendrait à faire prévaloir une interprétation d’une règle du règlement d’exécution 
contraire aux termes clairs du règlement général. 

37     En l’espèce, il n’est pas contesté que, si la requérante a fourni la traduction dans la langue de la
procédure des certificats d’enregistrement invoqués après l’expiration du délai qui lui avait été 
imparti par la division d’opposition, elle a néanmoins produit ces documents en annexe à son 
mémoire exposant les motifs du recours devant la chambre de recours.  

38     Partant, les documents litigieux ayant été produits par la requérante en annexe à son mémoire
devant la chambre de recours dans le délai de quatre mois imparti par l’article 59 du règlement 
nº 40/94, leur production ne saurait être considérée comme tardive au sens de l’article 74, 
paragraphe 2, du règlement nº 40/94. Dès lors, la chambre de recours ne pouvait refuser de les 
prendre en considération (voir, en ce sens, arrêt Hi-FOCuS, précité, point 38). 

39     Dans ces circonstances, est dépourvue de pertinence la référence faite par l’OHMI à l’arrêt Chef, 
précité, dans lequel il ne s’agissait pas de preuves produites devant la chambre de recours, mais de 
la question de savoir si la division d’opposition avait l’obligation de signaler à l’opposant l’irrégularité 
consistant en son omission de produire, dans le délai imparti à cette fin, la traduction du certificat
d’enregistrement de la marque nationale antérieure. De plus, dans cette affaire, étant donné que
l’opposant n’avait pas produit non plus la traduction après l’expiration du délai, le Tribunal n’a pas 
estimé nécessaire de se prononcer sur la question de savoir si, et dans quelle mesure, des faits ou
des preuves produits après l’expiration d’un délai imparti par l’OHMI pouvaient ou non être pris en 
compte par ce dernier au titre de l’article 74, paragraphe 2, du règlement nº 40/94 (arrêts Chef, 
précité, points 63 à 65, et Hi-FOCuS, précité, point 39). 

40     Ne saurait non plus prospérer à cet égard la référence faite par l’OHMI à l’arrêt ELS, précité, 
concernant la production des preuves de l’usage de la marque antérieure après l’expiration du délai 
imparti par l’OHMI devant la division d’opposition, étant donné que, si des éléments de preuve
devant la chambre de recours ont été produits dans les délais, la chambre de recours est tenue de
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les prendre en considération dans son examen du recours (arrêts KLEENCARE, précité, point 32 et Hi-
FOCuS précité, point 40).  

41     Contrairement à ce que soutient l’OHMI, l’admission de preuves nouvelles devant la chambre de
recours ne constitue nullement une violation des droits de la défense du demandeur à
l’enregistrement lorsque celui-ci est en mesure de s’assurer de l’existence et de la portée exacte de 
la protection du droit antérieur invoqué à l’appui de l’opposition. Si ces documents ne font partie des 
débats qu’au stade de la procédure de recours, les droits de la défense du demandeur à 
l’enregistrement ne sont pas méconnus si celui-ci peut contester l’existence ou la portée des droits 
antérieurs devant la chambre de recours, en vertu de l’article 61, paragraphe 2, du règlement 
n° 40/94. 

42     En l’espèce, dans son mémoire du 4 octobre 2002 déposé devant la division d’opposition, l’autre 
partie à la procédure devant l’OHMI a fourni ses explications quant au fond du litige avant même
que l’OHMI ne demande à la requérante de fournir les preuves de l’opposition dans la langue de 
procédure et ne s’est pas plaint d’un manque de compréhension des certificats rédigés en français et
présentés par la requérante. Au regard de ce qui précède, l’OHMI ne saurait soutenir que l’autre 
partie à la procédure devant l’OHMI n’était pas en mesure de s’assurer de l’existence et de la portée 
de protection exacte des droits antérieurs invoqués à l’appui de l’opposition. Il y a lieu de conclure 
que, dans le présent litige, la recevabilité des traductions, au stade de la procédure de recours, n’a 
pas porté atteinte aux droits de la défense de l’autre partie à la procédure devant l’OHMI ou au 
principe de l’égalité des armes entre les parties. 

43     Par ailleurs, l’argument de l’OHMI selon lequel la procédure d’enregistrement des marques 
communautaires souffrirait d’une prolongation considérable si les parties pouvaient encore produire
des éléments de fait ou des preuves pour la première fois devant la chambre de recours ne saurait
prospérer. Au contraire, d’ailleurs, le fait d’avoir refusé d’accepter la traduction supplémentaire 
produite devant la chambre de recours a eu pour conséquence de prolonger cette procédure (voir,
en ce sens, arrêt Hi-FOCuS, précité, point 42). 

44     Il s’ensuit que, en omettant de prendre en considération les documents produits par la requérante
devant elle dans le délai imparti par l’article 59 du règlement nº 40/94, la chambre de recours a 
manqué aux obligations qui lui incombent dans le cadre de l’examen du risque de confusion en vertu 
de l’article 8, paragraphe 1, sous b), dudit règlement et a violé l’article 74 dudit règlement (voir, en 
ce sens, arrêt Hi-FOCuS, précité, point 43).  

45     Il convient, toutefois, d’examiner les conséquences qui doivent être tirées de cette erreur de droit.
En effet, selon une jurisprudence établie, une irrégularité de procédure n’entraîne l’annulation en 
tout ou en partie d’une décision que s’il est établi que, en l’absence de cette irrégularité, la décision 
attaquée aurait pu avoir un contenu différent (arrêts de la Cour du 29 octobre 1980, Van Landewyck
e.a./Commission, 209/78 à 215/78 et 218/78, Rec. p. 2111, point 47, et du 23 avril 1986,
Bernardi/Parlement, 150/84, Rec. p. 1375, point 28 ; arrêts du Tribunal du 6 juillet 2000,
Volkswagen/Commission, T-62/98, Rec. p. II-2707, point 283, et du 5 avril 2006, 
Degussa/Commission, T-279/02, non encore publié au Recueil, point 416). De même, il ressort 
d’une lecture combinée de l’article 63, paragraphes 2 et 3, du règlement n° 40/94 que l’annulation 
aussi bien que la réformation d’une décision des chambres de recours ne sont possibles que si celle-
ci est entachée d’une illégalité de fond ou de forme [arrêt du Tribunal du 12 décembre 2002,
eCopy/OHMI (ECOPY), T-247/01, Rec. p. II-5301, point 46]. 

46     En l’espèce, il ne saurait être exclu que les preuves que la chambre de recours a indûment refusé de
prendre en considération puissent être de nature à modifier le contenu de la décision attaquée et il
n’appartient pas au Tribunal de se substituer à l’OHMI dans l’appréciation des éléments en cause.  

47     Il convient, par conséquent, d’annuler la décision attaquée, sans qu’il soit besoin de se prononcer 
sur les autres moyens.  

 Sur les dépens 

48     Aux termes de l’article 87, paragraphe 2, du règlement de procédure du Tribunal, toute partie qui
succombe est condamnée aux dépens, s’il est conclu en ce sens. L’OHMI ayant succombé, il y a lieu 
de le condamner aux dépens, conformément aux conclusions de la requérante.  

49     La demande de l’OHMI que l’autre partie à la procédure devant la chambre de recours de l’OHMI, 
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Novomarket, soit condamnée aux dépens de la requérante en cas d’annulation de la décision attaquée doit 
être rejetée. En effet, le règlement de procédure ne prévoit pas la possibilité de condamner aux
dépens de l’instance une partie qui n’est pas intervenue dans un litige devant le Tribunal, comme
cela est le cas de Novomarket dans la présente affaire. 

Par ces motifs,  

LE TRIBUNAL (première chambre) 

déclare et arrête : 

1)      La décision de la deuxième chambre de recours de l’Office de l’harmonisation dans 
le marché intérieur (marques, dessins et modèles) (OHMI) du 19 avril 2004 (affaire 
R 479/2003-2) est annulée. 

2)      L’OHMI est condamné aux dépens. 

Ainsi prononcé en audience publique à Luxembourg, le 11 juillet 2006. 

* Langue de procédure : le français. 

Cooke García-Valdecasas Labucka 

Le greffier          Le président 

E. Coulon         R. García-Valdecasas 
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2006. The Royal County of Berkshire

Polo Club Ltd v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark -Figurative trade mark containing the verbal element "ROYAL COUNTY OF
BERKSHIRE POLO CLUB' - Opposition by the proprietor of the national figurative and word marks
containing the verbal element "POLO' - Refusal of registration by the Board of Appeal. Case T-214/04.

In Case T-214/04,

The Royal County of Berkshire Polo Club Ltd, established in Winkfield, Windsor, Berkshire (United
Kingdom), represented by J. Maitland-Walker, Solicitor, and D. McFarland, Barrister,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by P.
Bullock, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervening before the Court of First
Instance, being

The Polo/Lauren Co. LP, established in New York (United States), represented by P. Taylor, Solicitor, and
A. Bryson, Barrister,

ACTION brought against the decision of the First Board of Appeal of OHIM of 25 March 2004 (Case R
273/2002-1), relating to opposition proceedings between The Polo/Lauren Co. LP and The Royal County of
Berkshire Polo Club Ltd,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, E. Martins Ribeiro and K. Jürimäe, Judges,

Registrar: K. Andova, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 3 June 2004,

having regard to the response lodged at the Court Registry on 29 September 2004,

having regard to the intervener's response lodged at the Court Registry on 21 September 2004,

further to the hearing on 15 September 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Annuls the contested decision in so far as it allows the registration for the benefit of The Royal County of
Berkshire Polo Club Ltd of the trade mark application for the following goods in Class 3: bleaching
preparations and other substances for laundry use, and polishing, scouring and abrasive preparations;

© An extract from a JUSTIS database
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2. Dismisses the remainder of the action;

3. Orders the applicant to bear its own costs and to pay those incurred by the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) (OHIM) and by the intervener.

Background to the dispute

1. On 5 June 1997, The Royal County of Berkshire Polo Club Ltd (hereinafter the applicant') filed an
application for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM) pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark applied for is a mixed sign containing a verbal element and a figurative element,
reproduced below:

>image>44

>image>45

3. The goods covered by the trade mark applied for are in Classes 3, 9, 14, 18, 21 and 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended. The goods are in Class 3 and correspond to
the following description: Bleaching preparations and other substances for laundry use; cleaning, polishing,
scouring and abrasive preparations; soaps; perfumery, essential oils, cosmetics, hair lotions, dentifrices;
aftershave, preparations for hair, shampoo, deodorants, eau de toilette, body sprays, bath oils, bubble bath,
shower gel'.

4. The application for registration of the Community trade mark was published in the Community Trade
Marks Bulletin No 92/1998 of 30 November 1998.

5. On 8 January 1999, The Polo/Lauren Company LP (hereinafter the intervener') filed a notice of opposition,
under Article 42(1) of Regulation No 40/94. The ground relied upon in support of the opposition was the
likelihood of confusion, referred to in Article 8(1)(b) of Regulation No 40/94, between the mark sought and
the earlier national trade marks owned by the intervener. The earlier marks in question are the following:

(a) German trade mark No 1 153 949 filed on 30 January 1988, registered on 9 February 1990 and protected
until 31 January 2008 for the following goods in Class 3: perfumes, eau de Cologne, toilet water,
cosmetics, particularly powders, creams, lotions, essential oils, soaps, cosmetic preparations having
deodorising additives, but excluding hair cosmetics';

(b) Greek trade mark No 103 778 filed on 23 April 1991 and registered on 17 March 1994 for all goods in
Class 3, including perfumery, cologne, toilet water, cosmetics, powder, creams, lotions, essential oils, soaps,
deodorants for personal use, hair lotions, dentifrices';

(c) Spanish trade mark No 1 253 471 filed on 19 May 1988 and registered on 5 November 1990 for a range
of goods in Class 3, namely: perfumery, cologne, toilet water, cosmetics, powder, creams and lotions,
essential oils, soaps and deodorants for personal use, not including dentifrices and preparations for cleaning
teeth';

(d) Swedish trade mark No 225 475 filed on 4 July 1989 and registered on 2 August 1991 for goods in Class
3, namely: perfumery, eau de Cologne, toilet water, cosmetics, powder, creams and lotions, essential oils,
soaps, deodorants for personal use'.

The sign registered for those four trade marks was the following:

>image>46
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(e) Two United Kingdom registrations of the word mark POLO Nos 638 708 and 657 863 filed on 18 July
1945 and 1 April 1947 respectively and renewed until 18 July 2008 and 1 April 2006 for a range of goods
in Class 3, namely: perfumery, toilet preparations (not medicated), cosmetic preparations, dentifrices,
depilatory preparations, soaps, toilet articles (not included in other Classes), but not including powder boxes
and not including any goods of the same description as powder boxes' (No 638 708) and bath salts, talcum
powder, face powder, face cream, scalp stimulating preparations, lotions for use after shaving, all being
non-medicated toilet preparations; and lipstick, brilliantine, hair lotions, shampoos, dentifrices, soaps and
perfumes' (No 657 863);

(f) United Kingdom figurative trade mark No 2 007 609:
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filed on 23 December 1994 and registered on 13 March 1996 for a range of goods in Class 3, namely: soaps,
perfumery, toilet water, essential oils, cosmetics, dentifrices, cologne, shaving gel, shaving cream, after-shave
balm, after-shave mousse, skin lotion, skin cream, face moisturiser, talcum powder, antiperspirant spray and
deodorant stick for personal use and sun screen preparations, all for men', but not including hair products;

(g) United Kingdom figurative trade mark No 2 140 409:
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filed on 30 July 1997 and registered on 27 February 1998 for a range of goods in Class 3, that is to say:
perfumes, colognes, fragrances, after-shave lotion, after-shave balm, antiperspirant, personal deodorant, talcum
powder, toilet water, body powder, cosmetics, beauty care products, namely face and body creams, lotions and
sun-tanning creams and lotions, and sun protection creams and lotions, products for hair care, namely
shampoos, conditioners, hair creams and lotions and brilliantines and scalp-stimulating preparations; products
for bath and shower, namely toilet soaps, body shampoos, body scrubs, body smoothers, bath salts, bath and
shower gels, bath and shower oils and essential oils';

(h) United Kingdom registration No 657 864 of the figurative trade mark:
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filed on 1 April 1947 and renewed on 15 May 1996 for a range of goods in Class 3, namely: bath salts,
talcum powder, face powder, scalp stimulating preparations, lotions for use after shaving, face cream, all being
non-medicated toilet preparations; and lipsticks, brilliantine, hair lotions, shampoos, dentifrices, soaps and
perfumes';

(i) United Kingdom registration No 1 484 052 of the figurative mark:
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filed on 28 November 1991 and registered on 7 January 1994 for fragrant preparations included in Class 3.

6. By Decision No 182/2002 of 31 January 2002, communicated to the parties that day, the Opposition
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Division of OHIM rejected the opposition.

7. On 27 March 2002, the intervener filed a notice of appeal before the OHIM, under Article 59 of
Regulation No 40/94, against the Opposition Division's decision.

8. By Decision of 25 March 2004 (Case R 273/2002-1), which was notified to the applicant on 1 April 2004
(hereinafter the contested decision'), the First Board of Appeal allowed the appeal in part. It found, in essence,
that there was a likelihood of confusion between the trade mark applied for and the earlier figurative trade
mark registered in the United Kingdom under No 657 864 for the following goods: cleaning preparations,
dentifrices, perfumery, aftershave, preparations for hair, shampoo, soaps, essential oils, cosmetics, hair lotion,
deodorants, eau de toilette, body sprays, bath oils, bubble bath, shower gel'. On the other hand, according to
the Board of Appeal, there was no likelihood of confusion for the following goods: bleaching preparations and
other substances for laundry use, polishing, scouring and abrasive preparations'.

Forms of order sought by the parties

9. The applicant claims that the Court should :

- set aside the contested decision;

- order the registration of the trade mark for all the classes of goods, including Class 3;

- order OHIM to pay the costs, including those incurred in the proceedings before the Board of Appeal.

10. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

11. The intervener contends that the Court should uphold the opposition in respect of all the goods referred
to in the application for registration, including bleaching preparations and other substances for laundry use,
and polishing, scouring and abrasive preparations, on the basis both of the earlier trade mark registered in the
United Kingdom under No 657 864 and of the other earlier marks.

Law

12. The applicant relies in support of its action, in essence, on two pleas in law alleging breach of, first, the
duty to state reasons and, second, Article 8(1)(b) of Regulation No 40/94.

The applicant's first plea in law, alleging breach of the duty to state reasons

Arguments of the parties

13. The applicant takes the view that the contested decision breaches the duty to state reasons. More
particularly, the Board of Appeal stated no or no sufficient reasons for rejecting the reasoning followed in the
Opposition Division's decision, according to which, first, the consumer eye has more chance of being attracted
to the words Royal County of Berkshire' because of their position at the top of the mark, and, secondly, the
earlier mark POLO refers to the sport in general, while the Community trade mark will identify a specific
polo club.

14. OHIM submits that the Board of Appeal did, at paragraph 31 of the contested decision, justify its
conclusion that the signs in question are visually similar. As to the conceptual comparison, OHIM points out
that the Board of Appeal correctly found that there is some conceptual similarity between the signs, since they
both evoke the sport of polo that has nothing to do with the goods concerned. OHIM submits that the Board
of Appeal stated the reasons for its departure from the
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decision of the Opposition Division.

15. The intervener makes no specific observations concerning the argument that the Board of Appeal stated
no or no sufficient reasons for rejecting the Opposition Division's reasoning. It none the less supports the
Board of Appeal's reasoning.

Findings of the Court

16. It must be noted that according to the first sentence of Article 73 of Regulation No 40/94, decisions of
OHIM are to state the reasons on which they are based. That duty has the same effect as that imposed by
Article 253 EC (Joined Cases T124/02 and T-156/02 Sunrider v OHIM - Vitakraft-Werke Wührmann and
Friesland Brands (VITATASTE and METABALANCE 44 ) [2004] ECR II-1149, paragraph 72).

17. According to settled case-law, the dual purpose of the duty to state reasons for individual decisions is,
first, to allow an interested party to know the justification for the measure so as to enable him to protect his
rights and, second, to enable the Community judicature to exercise its power to review the legality of the
decision (see VITATASTE and METABALANCE 44 , cited above, paragraph 73 and the case-law there
cited). Whether a statement of reasons satisfies those requirements is a question to be assessed with reference
not only to its wording but also to its context and the whole body of legal rules governing the matter in
question (Case C-122/94 Commission v Council [1996] ECR I-881, paragraph 29, and Case T188/98
Kuijer v Council [2000] ECR II-1959, paragraph 36).

18. Here, the applicant's allegation that there was no or no sufficient statement of reasons must be examined.

19. First of all, as regards the rejection of the reasoning of the Opposition Division according to which the
consumer eye has more chance of being attracted to the words Royal County of Berkshire' because they
overarch the figurative element of the mark sought, the Court considers, in particular, that the consideration in
paragraph 31 of the contested decision, according to which the manner in which the words comprising the
verbal element of the sign in question are written significantly strengthens the dominance of the representation
of the polo player, enabled the applicant to know for what precise reason the Board of Appeal had not
accepted that the verbal element was the dominant element, and consequently, why it had rejected the
Opposition Division's reasoning.

20. Next, as regards the Opposition Division's reasoning that the earlier mark POLO refers to the sport in
general, whereas the trade mark sought identifies a specific polo club, it must be noted that, contrary to the
applicant's argument, that reasoning was not impugned by the Board of Appeal. Indeed, in paragraph 32 of the
contested decision, the Board of Appeal expressly confirmed that the words Royal County of Berkshire Polo
Club' could evoke for an English consumer a specific club where people play polo.

21. Since, overall, the grounds of the contested decision make clear the reasoning followed as to the
assessment of the likelihood of confusion, the first plea in law must be rejected as unfounded.

The applicant's second plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

22. The applicant relies upon several arguments which amount, in essence, to pleading breach of Article
8(1)(b) of Regulation No 40/94.

23. The applicant points out, first, that the contested decision improperly deconstructed the trade mark sought
and considered it not as a whole, but as a series of elements to which it ascribed
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various values of distinctiveness or remarkability.

24. Secondly, the applicant challenges the Board of Appeal's decision in that it decided that none of the
words of the verbal element of the sign, Royal County of Berkshire Polo Club', was more prominent than the
sign's figurative element, namely the roundel device of a polo-playing horseman. Such a conclusion ignores
the equal prominence of the words and the figurative element. In that regard, the words are, here, visible and
clearly eye-catching by their size, layout and clear block font style. The Board of Appeal therefore erred in
considering the figurative element to be the dominant and memorable part of the sign.

25. Thirdly, the applicant criticises the reference, in the contested decision, to the arbitrary nature of the mark
sought. According to the applicant that reference ignores the fact that it is a mark of origin, that is to say
identifying those goods as originating from The Royal County of Berkshire Polo Club.

26. Fourthly, the applicant maintains that if the contested decision is not set aside, an unfair and unjustifiable
monopoly will be created for the intervener over the figurative element of the polo-playing horseman.
According to the applicant, that would be incorrect and unacceptable, particularly in view of the number of
registrations of trade marks for goods in Class 3 which have been obtained by other polo clubs. In that
regard, the applicant refers to the registration of United Kingdom mark No 1 558 682 and Community mark
No 980 995.

27. Fifthly, the Board of Appeal made an error of law in that it effectively applied a test wherein the
assumed degree of similarity between the marks in question was a substitute for the proper test of likelihood
of confusion, namely the taking into account of all the factors of the case.

28. OHIM observes, first, that the Board of Appeal, although it considered the mark sought as a whole,
correctly stated that the device of the polo player was the dominant element from the visual point of view. It
submits that the Board of Appeal considered that, although there were some differences between the signs,
they were not sufficient to outweigh the similarities, especially bearing in mind the principle of the consumer's
imperfect recollection. OHIM concludes that the applicant's argument that the Board did not consider the mark
sought as a whole is manifestly unfounded. According to OHIM, the Board of Appeal did not unduly
emphasise the horseman logo by singling it out and did not, as a result, indulge in an excessive analysis of
the signs.

29. Secondly, OHIM submits, the Board of Appeal correctly referred to the arbitrariness of the device of a
polo-playing horseman for the goods concerned in Class 3. In that regard the applicant's reasoning in respect
of a mark of origin could be accepted if the trade mark sought had only been applied for in respect of
services in Class 41, that is to say, sporting activities or activities of a polo club.

30. Thirdly, OHIM submits that the contested decision does not confer on the intervener an unfair and
unjustifiable monopoly of the device of a polo player. It takes the view that the Board was entirely correct in
stating that the device of a polo-playing horseman is intrinsically highly distinctive in relation to the Class 3
goods covered by the earlier UK registration, because it is an image with high imaginative content. There is
no doubt, submits OHIM, that such a device is arbitrary for the goods in question and deserves to be
protected against subsequent applications depicting confusingly similar devices. In the present case, it
maintains, the acquired distinctiveness of the earlier trade mark is another factor which justifies protecting it
against a later mark featuring, as its dominant element, a similar polo player device. As to the applicant's
reference to registrations obtained by other polo clubs for goods in Class 3, OHIM makes clear that in the
case of UK trade mark No 1 558 682 registration was allowed following consent by the owner of UK trade
mark No 657 864, the intervener in the present proceedings. As to Community trade mark No 980 995,
OHIM
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maintains that the Board observed, in its decision, that it depicts two polo players.

31. Fourthly, OHIM submits that the Board did not err in law in that it substituted for the test of likelihood
of confusion a test based on the assumed degree of similarity between the signs. OHIM argues, in that regard,
that the existence of a likelihood of confusion was correctly established by the Board of Appeal, since it took
into account in its analysis all the factors relevant to the circumstances of the case, namely the partial identity
or similarity of the goods, the visual and conceptual similarities between the signs, the enhanced
distinctiveness, both inherent and acquired by use, of the polo player device in the intervener's earlier trade
marks, and, finally, the existence of a family of trade marks linked to the concept of polo for goods in Class
3.

32. The intervener points out, first, that the visual impression conveyed by the picture of the horseman is
much more striking and memorable than the verbal element of the mark. In the first place, the word element
is ancillary because it consists of six words in relatively small type which are particularly difficult to read as
they are in the form of a roundel. Also, none of those words is predominant. In the second place, bearing in
mind that the average consumer rarely has the opportunity to study a mark closely and, therefore, only has an
imperfect picture or recollection of it, it is unlikely that the consumer's imperfect picture of the mark will
enable him or her to recall its word element. In that regard, the intervener also observes that the applicant's
approach, which consists in regarding the words forming the verbal element of the mark sought as its
dominant feature because they are visible, ignores both the overall impression given by the mark and the fact
that the average consumer does not analyse a mark in detail and normally retains only an imperfect picture of
the mark.

33. Secondly, as regards the arbitrary nature of the link between the mark sought and the goods, the
intervener observes that the mark has no reference to the goods in Class 3 or any significance which could be
related to them, and that the application for the Community trade mark does not cover goods or services
connected with polo playing but goods completely unconnected to that sport.

34. Thirdly, the applicant's argument that, if it is not set aside, the Board's decision would have the effect of
conferring on the intervener an unfair and unjustified monopoly of its polo player device is, according to the
intervener, implicit recognition by the applicant that its horseman logo is similar to one of the intervener's
earlier marks and that there exists a likelihood of confusion on the part of the public. The intervener submits
that to refuse to register the later mark is thus entirely justified. The intervener argues also, in that regard, that
the Board of Appeal correctly held that the applicant had failed to prove the use, for goods in Class 3, of
other trade marks containing an element representing a polo player. In the first place, as regards the
registration of United Kingdom trade mark No 1 558 682, the intervener observes that the registration
followed its consent. In the second place, as regards Community trade mark No 980 995, the intervener refers
to the Board of Appeal's decision which pointed out that that sign depicts two polo players.

35. The intervener observes, fourthly, that in its assessment of the likelihood of confusion the Board of
Appeal took account, correctly, of the fact that the intervener's mark has become even more distinctive
through use and the fact that the intervener has developed, in relation to goods in Class 3, a family of trade
marks which relate conceptually to the game of polo.

36. The conclusion that the goods covered by the Community trade mark application are identical or similar
to the goods covered by the intervener's earlier marks is, in its submission, a further factor which supports the
existence of a likelihood of confusion. The intervener recalls in that regard the Court's case-law according to
which a lesser degree of similarity between the goods and services covered may be offset by a greater degree
of similarity between the marks, and vice versa (Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR
I3819).
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Findings of the Court

37. It must first of all be recalled that Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition
by the proprietor of an earlier trade mark, the mark applied for is not to be registered if because of its
identity with or similarity to the earlier trade mark and the identity or similarity of the goods or services
covered by the trade marks there exists a likelihood of confusion on the part of the public in the territory in
which the earlier trade mark is protected. Under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade marks'
means trade marks registered in a Member State with a date of application for registration which is earlier
than the date of application for registration of the Community trade mark.

38. As is clear from consistent case-law, the global appreciation of the likelihood of confusion must, as
regards the visual, phonetic or conceptual similarity of the conflicting signs, be based on the overall
impression created by them, bearing in mind, in particular, their distinctive and dominant components (see, by
analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23, and Lloyd Schuhfabrik Meyer , cited
above, paragraph 25).

39. Next, it must be recalled that a complex trade mark cannot be regarded as being similar to another trade
mark which is identical or similar to one of the components of the complex mark unless that component
forms the dominant element within the overall impression created by the complex mark. That is the case
where that component is likely to dominate, by itself, the image of that mark which the relevant public keeps
in mind, with the result that all the other components of the mark are negligible within the overall impression
created by it (Case T-6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR
II-4335, paragraph 33).

40. It is in the light of those considerations that the Board of Appeal's assessment of the likelihood of
confusion between the conflicting marks must be examined.

41. It is important, first, to point out that, by taking the figurative element as the dominant element of the
trade mark sought, the Board of Appeal did not in the least ignore, in the comparison of the two signs from
the visual point of view, the verbal element of that mark. In making that comparison the Board of Appeal
expressly took into account the way in which the words were written. The applicant's allegation that the Board
of Appeal did not consider the mark sought as a whole is therefore manifestly unfounded. The Board of
Appeal also correctly took the figurative element as the dominant element of the mark sought. It is certainly
the polo player, that is to say the figurative element, which gives that mark its distinctiveness and which will
be the most easily remembered by consumers. By contrast, the verbal element of the mark sought, consisting
of six words written in relatively small characters which are, because of their position in the roundel,
particularly difficult to read, is negligible in the overall impression produced by that mark. In addition, the
presence of the verbal element in the form of a roundel only emphasises the figurative element of that mark,
with the result that the latter's dominance is strengthened.

42. Secondly, the applicant's argument that the reference made, in the contested decision, to the arbitrary
nature of the mark takes no account of the fact that it is a mark of origin, identifying those products as
originating from The Royal County of Berkshire Polo Club. In that regard, it must be observed that the Board
of Appeal had observed in paragraph 31 of the contested decision, that the figurative element of the mark
sought, taken as the dominant element of that mark, was arbitrary in relation to the goods for which that mark
was sought. That observation is entirely correct, since it cannot be denied that the concept of the sport of polo
deriving from the mark sought has no connection with the goods in Class 3 for which registration of the
Community trade mark was applied for. It follows that the question whether the contested decision took
account of the fact that it was a mark of origin is irrelevant to the resolution of this dispute.
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43. Thirdly, the Court considers that the argument that, were it not to be annulled, the Board of Appeal's
decision would have the effect of according the intervener an unfair and unjustifiable monopoly over the polo
player device, and would enable it to prevent any later application containing a similar logo cannot be
accepted. It must be observed, in that regard, that the Board of Appeal was entirely correct in maintaining that
the device of a polo player is intrinsically highly distinctive in relation to the Class 3 goods for which
registration of the mark is sought and which are currently covered by the earlier UK registration because, in
relation to those products, the device of a polo player is an image with high imaginative content. Such a
device must be regarded as arbitrary for the goods in question and deserves to be protected against subsequent
applications depicting confusingly similar devices. Indeed, the advantage of the legal regime of the Community
trade mark lies precisely in the fact that it enables holders of an earlier trade mark to oppose the registration
of later marks which take unfair advantage of the distinctiveness or repute of the earlier trade mark. Hence,
far from according an unfair and unjustifiable monopoly to the proprietors of an earlier mark, that regime
enables those proprietors to protect and exploit the substantial investment made to promote their earlier mark.

44. Finally, the applicant's argument that the Board of Appeal substituted for the test of likelihood of
confusion between the marks in question a test based on the assumed degree of similarity between the marks
must also be rejected as unfounded. The existence of a likelihood of confusion between the marks in question
was correctly established by the Board of Appeal, since it took into account, in its analysis, all the factors
relevant to the circumstances of the case: the partial identity or similarity of the goods, the visual and
conceptual similarities between the signs, the enhanced distinctiveness, both inherent and through use, of the
polo player device in the intervener's trade mark and the existence of a family of trade marks belonging to the
intervener linked to the concept of polo for goods in Class 3.

45. It follows that, since the applicant has not shown that the Board of Appeal infringed Article 8(1)(b) of
Regulation No 40/94, this plea in law must be rejected.

The intervener's application based on Article 134(3) of the Rules of Procedure of the Court of First Instance

The intervener's arguments

46. In its response, the intervener seeks, first of all, the alteration of the Board of Appeal's decision in so far
as it rejected the opposition as regards the following goods mentioned in the application for registration of the
Community trade mark: bleaching preparations and other substances for laundry use; polishing, scouring and
abrasive preparations'. The intervener submits, in effect, that those goods can be assimilated to soaps, which
are covered by the intervener's trade mark registered in the United Kingdom under No 657 864. The similarity
of those goods with soaps arises from the fact that they can both be used for domestic cleaning purposes, may
share the same channels of trade, may be located in the same aisles (if sold in a supermarket) and may be
used in conjunction with one another, and companies which manufacture that type of product offer a complete
range of cleaning products. Consequently, in view of the similarity between soaps and the abovementioned
goods, as well as the likelihood of confusion which exists between the two trade marks, the Board of Appeal
should have rejected the application for registration for all the goods covered, including bleaching preparations
and other substances for laundry use; polishing, scouring and abrasive preparations'.

47. The intervener also criticises the contested decision for not having upheld the opposition on the basis of
its other trade marks. It criticises, more particularly, paragraph 44 of the contested decision in that it states
that the differences between the trade mark applied for and the intervener's other earlier marks, set out in
paragraph 5 above, outnumbered the phonetic and visual similarities. In that regard, the intervener notes the
Board of Appeal's finding that four of those other earlier
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marks do not depict a polo-playing horseman and that in the remaining four earlier marks, that is to say those
which do depict a polo player, the dominant element is the word polo'.

48. The intervener submits that the trade mark applied for and the other earlier marks are similar and that
there exists a likelihood of confusion on the part of the public concerned. In the first place, the mark sought
evokes the concept of polo as a sport, and it is therefore that concept which is the basis of the mark. It is
precisely that concept which is evoked by the other marks, with the result that the other earlier marks and the
mark applied for are conceptually very similar. In the second place, in view of the fact that the earlier marks
are all particularly distinctive both inherently and through their use, as well as because, as regards the
assessment of the likelihood of confusion, the average consumer is deemed to retain only an imperfect image
of the mark, it is likely that consumers will confuse the mark sought with another mark within the intervener's
family of marks.

49. The intervener concludes that the Board of Appeal did not sufficiently examine the question of the
conceptual similarity between the mark applied for and the other earlier marks and failed to rule on the
question of the likelihood of confusion.

Findings of the Court

50. By asking the Court, first, to alter the Board of Appeal's decision in so far as it rejected the opposition
concerning bleaching preparations and other substances for laundry use and polishing, scouring and abrasive
preparations, and, secondly, to uphold the opposition for all the goods covered by the application for the
Community trade mark, on the basis both of the earlier trade mark registered in the United Kingdom under
No 657 864 and of the other earlier trade marks, the intervener is making use of the opportunity afforded to it
by Article 134(3) of the Rules of Procedure to seek, in its response, a form of order altering the decision of
the Board of Appeal on a point not raised in the application.

51. In such a case, the other parties may, under Article 135(3) of the Rules of Procedure, within a period of
two months of service upon them of the response, submit a pleading confined to responding to the form of
order sought for the first time in the intervener's response. Neither OHIM nor the applicant made use of that
opportunity. By contrast, at the hearing both the applicant and OHIM gave their views on the intervener's
application. In that context, the applicant invited the Court to reject that application as unfounded. OHIM
addressed only the part of the application concerning the rejection by the Board of Appeal of the opposition
in respect of bleaching preparations and other substances for laundry use, and polishing, scouring and abrasive
preparations. It pointed out that it shared, in that regard, the intervener's approach.

52. It must be noted, first of all, that, while it is true that most of the goods covered by the earlier figurative
trade mark registered in the United Kingdom under No 657 864 are used solely as beauty or personal hygiene
products, the same cannot be said for soaps, which have a dual function. Even if soaps are used to wash the
body and give it an agreeable scent or aspect, it is none the less true that, as the Board of Appeal failed to
point out in paragraph 22 of the contested decision, they are also used as housekeeping products. In that
respect they are comparable to bleaching preparations and other substances for laundry use, as well as to
cleaning, polishing, scouring and abrasive preparations. It follows that a similarity exists between, on the one
hand, soaps covered by the earlier figurative mark registered in the United Kingdom under No 657 864, and,
on the other hand, bleaching preparations and other substances for laundry use, and polishing, scouring and
abrasive preparations, for which registration is applied for by the applicant. Taking account of that similarity,
the likelihood of confusion found by the Board of Appeal extends also to bleaching preparations and other
substances for laundry use and to polishing, scouring and abrasive preparations, with the result that the Board
of Appeal's decision must be annulled in part inasmuch as it did not refuse the application for
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registration of the Community trade mark for those goods. Under Article 63 of Regulation No 40/94, it is for
OHIM to take the measures entailed by such partial annulment.

53. In so far as concerns the intervener's application for the opposition to be upheld on the basis of its earlier
trade marks other than that registered in the United Kingdom under No 657 864, it is appropriate to observe
that such an application could, at the very most, lead to the same result as does the preceding paragraph, that
is to say to the outright refusal of the application for the Community trade mark for the goods in Class 3.
Since the intervener's application on that second basis has thus become devoid of purpose, it must be rejected.

Costs

54. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs, if
they have been applied for in the successful party's pleadings. In this case, the applicant has been unsuccessful
and OHIM has applied for costs against it. At the hearing, the intervener also applied for the applicant to be
ordered to pay the costs. The fact that the intervener did not apply for costs until the hearing does not debar
the Court from awarding them (Case 113/77 NTN Toyo Bearing and Others v Council [1979] ECR
1185, and the Opinion of Advocate General Warner at [1979] ECR 1212, 1274). The applicant must therefore
be ordered to pay all the costs.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2006. Madaus AG v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Earlier international word mark ECHINACIN - Application for the

Community word mark ECHINAID - Absolute ground for refusal - Article 8(1)(b) of Regulation (EC)
No 40/94. Case T-202/04.

In Case T202/04,

Madaus AG, established in Cologne (Germany), represented by I. Valdelomar Serrano, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.
Novais Gonçalves, acting as Agent,

defendant,

the other party before the Board of Appeal of OHIM being

Optima Healthcare Ltd, established in Cardiff (United Kingdom),

ACTION brought against the decision of the Second Board of Appeal of OHIM of 30 March 2004 (Case R
714/2002-2), relating to opposition proceedings between Madaus AG and Optima Healthcare Ltd,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, I. Labucka and V. Trstenjak, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 27 May 2004,

having regard to the response lodged at the Court Registry on 6 October 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 19 May 2000 Optima Healthcare Ltd filed an application for a Community trade mark with the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community Trade Mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the word sign ECHINAID.

© An extract from a JUSTIS database



62004A0202 European Court reports 2006 Page 00000 2

3. The goods in respect of which registration of the mark was sought fall within Class 5 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
vitamins, food supplements, herbal preparations, pharmaceutical and medical preparations'.

4. On 18 December 2000 the application was published in Community Trade Marks Bulletin No 101/2000.

5. On 16 March 2001 Madaus AG, the holder of the international trade mark ECHINACIN (effective in
Spain, France, Italy, Austria, Portugal and the Benelux Countries), for goods in Class 5 described as chemical
pharmaceuticals', filed a notice of opposition against the registration of the mark applied for in respect of all
of the goods listed in the application. It submitted that there was a likelihood of confusion between the two
marks within the meaning of Article 8(1)(b) of Regulation No 40/94.

6. By decision of 15 July 2002 OHIM's Opposition Division rejected the opposition on the ground, essentially,
that there was no likelihood of confusion since the prefix echina-', referring to the name of the plant
Echinacea', had to be regarded as having descriptive character. Consequently, the fact that the two marks have
the same prefix was not enough, in the view of the Opposition Division, for it to conclude that there was a
likelihood of confusion.

7. On 20 August 2002 the applicant filed a notice of appeal with OHIM, under Articles 57 to 62 of
Regulation No 40/94, against the decision of the Opposition Division.

8. By decision of 30 March 2004 (the contested decision'), notified to the applicant the following day, the
Second Board of Appeal dismissed the appeal. It considered that there was no likelihood of confusion between
the two marks on the ground, essentially, that the average consumer, who was reasonably well informed,
reasonably observant and used to products containing the prefix echina-', was likely to pay more attention to
the endings of the marks rather than to the descriptive prefix echina-', which is insufficiently distinctive.

9. Upon hearing the report of the Judge-Rapporteur, the Court (First Chamber) decided to open the oral
procedure and set the date of the hearing for 20 September 2005. The parties did not attend. The report for
the hearing, which was sent to the parties, did not give rise to any observations from them.

Forms of order sought

10. The applicant claims that the Court of First Instance should:

- recognise that OHIM erred in law in the contested decision;

- annul that decision;

- order OHIM to issue another decision refusing to register the trade mark applied for, on account of the
likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No 40/94.

11. OHIM claims that the Court of First Instance should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility of the applicant's heads of claim

12. In its third head of claim the applicant is effectively requesting the Court to issue a direction to OHIM to
refuse registration of the mark applied for.

13. The admissibility of an action and the forms of order sought therein is an issue of public policy which
may be raised by the Court of its own motion; its review is not confined to the objections
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of inadmissibility raised by the parties (Case 294/83 Les Verts v Parliament [1986] ECR 1339, paragraph
19; Case T-130/89 B. v Commission [1990] ECR II-761, summary publication, paragraphs 13 and 14; and
Case T-99/95 Stott v Commission [1996] ECR II-2227, paragraph 22).

14. Under Article 63(6) of Regulation No 40/94, OHIM is required to take the measures necessary to comply
with judgments of the Community Courts. Accordingly, it is not for the Court of First Instance to issue
directions to OHIM. It is for the latter to draw the appropriate inferences from the operative part and grounds
of the Court's judgments (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR
II-433, paragraph 33; Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683,
paragraph 12; Case T-129/01 Alejandro v O HIM - Anheuser-Busch (BUDMEN) [2003] ECR II-2251,
paragraph 22; and Case T-164/03 Ampafrance v OHIM - Johnson &amp; Johnson (monBeBé) [2005] ECR
II-0000, paragraph 24).

15. The applicant's third head of claim is therefore inadmissible.

16. The applicant's first and second heads of claim, seeking annulment of the contested decision, are
admissible.

Substance

17. In support of its action the applicant raises a single plea in law, alleging infringement of Article 8(1)(b) of
Regulation No 40/94 and manifest errors of assessment. That plea is divided into five parts.

First part, concerning erroneous determination of the relevant territory and public

Arguments of the parties

18. The applicant complains that, in the contested decision, the Board of Appeal assessed the likelihood of
confusion, first, by taking the English public into account, even though English territory is not relevant in the
present proceedings, and second, by referring only to a specialised public (pharmacists and doctors), even
though the relevant public also includes end consumers', who are average consumers'.

19. In that regard, the applicant refers to a decision of the First Board of Appeal of 3 November 2003 (R
67/2003-1) in which OHIM stated that the attention paid by the average consumer when buying
non-prescription medicine for mild disorders (e.g. dietetic problems) will not, when purchasing such goods, be
very high. The applicant therefore concludes that there is a likelihood of confusion on the part of the average
consumer in the present case.

20. OHIM responds that the Board of Appeal did not consider the United Kingdom to be the relevant territory
since it states, on the contrary, that the relevant territories are Spain, France, Italy, Austria, Portugal and the
Benelux countries (paragraphs 20 and 23 of the contested decision), nor did it base its analysis on the
perception of a public composed of specialists. Rather, the Board referred to the view of the average consumer
of the goods in question (paragraph 23 of the contested decision).

Findings of the Court

21. This first part of the plea has no factual basis, in so far as it makes allegations that are contradicted by
the express terms of the contested decision. First, in paragraphs 20, 21 and 23 of the contested decision, the
Board of Appeal expressly points out that the six relevant territories are Spain, France, Italy, Austria, Portugal
and the Benelux countries. It identifies the public in the territories in question as the reference public for the
purposes of the assessment of the likelihood of confusion.

22. Contrary to the applicant's submissions, the Board of Appeal did not base its assessment in
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that regard on evidence concerning the meaning of the word Echinacea' for the English-speaking public. It is
true that in paragraph 18 of the contested decision the Board of Appeal referred to two definitions of the
word in question taken from English dictionaries, but only in the context examining its Latin etymology. It
concluded merely that it was the scientific name of a plant used in several languages, including those used by
the public in the six reference territories.

23. Secondly, it is also apparent from paragraph 23 of the contested decision that the Board of Appeal did not
consider the relevant public to be restricted to a specialist public composed of pharmacists and doctors. On the
contrary, it referred expressly to the average consumer of the type of goods in question, namely medicinal
plants and other pharmaceutical products, who is deemed to be reasonably well informed, observant and
circumspect. That is therefore not a specialist public.

24. As regards OHIM's allegedly divergent practice in decisions, it must be pointed out that the legality of
decisions of the Boards of Appeal is to be assessed purely by reference to Regulation No 40/94, as interpreted
by the Community judicature, and not OHIM's practice in its earlier decisions (see Case T-117/02 Grupo El
Prado Cervera v OHIM - Debuschewitz heirs (CHUFAFIT) [2004] ECR II-0000, paragraph 57, and the
case-law cited).

25. Consequently, the first part of the plea must be dismissed.

Second part, concerning the application of a special criterion for the purposes of assessing likelihood of
confusion due to the specific characteristics of pharmaceutical products

Arguments of the parties

26. The applicant points out that the products in dispute are in part identical and in part similar.
Pharmaceutical and medical preparations' covered by the mark ECHINAID are products identical to chemical
pharmaceuticals' referred to by the mark ECHINACIN, while vitamins, food supplements, herbal preparations'
protected by the former mark are similar. It considers that since a mistake in the choice of a pharmaceutical
product could have serious health consequences, the criterion for evaluating likelihood of confusion should be
much stricter than for other goods and services.

27. OHIM objects that the purpose of the ground for refusal based on the likelihood of confusion, set out in
Article 8(1)(b) of Regulation No 40/94, is to protect private rights, namely the exclusive rights conferred by
the earlier trade mark. Consequently, dangers which might result from possible confusion cannot be taken into
account for the purpose of determining whether there is a likelihood of confusion.

Findings of the Court

28. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
The likelihood of confusion includes the likelihood of association with the earlier trade mark.

29. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion (Case T-31/03 Sada v OHIM - Sadia (GRUPO SADA) [2005] ECR II-0000,
paragraph 42, and Case T-126/03 Reckitt Benckiser (España) v OHIM - Aladin (ALADIN) [2005] ECR
II-0000, paragraph 78).

30. According to the same line of case-law, the likelihood of confusion on the part of the public must be
assessed globally by reference to the perception which the relevant public has of the signs and of the goods
or services in question, taking into account all factors relevant to the circumstances
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of the case (see GRUPO SADA , paragrap h 29 above, paragraph 43, and ALADIN , paragraph 29 above,
paragraph 79, and the case-law cited).

31. The global assessment referred to in paragraph 30 above must be carried out objectively and cannot be
influenced by considerations that are unrelated to the commercial origin of the goods in question.

32. Any harmful consequences linked to the incorrect use of a pharmaceutical product result from possible
confusion on the part of the consumer as regards the identity or characteristics of the good at issue and not as
regards their commercial origin in the sense of the ground for refusal laid down in Article 8(1)(b) of
Regulation No 40/94.

33. In any case, in so far as the considerations relating to the consequences of incorrect use of a product are
relevant for the purposes of assessing the likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94, it must be pointed out that those considerations were taken into account by OHIM in
the way it determined the characteristics of the consumers concerned. As OHIM rightly stated in the contested
decision, the relevant public in the present case is made up of the average consumers of two types of product.
As regards pharmaceutical products, it is apparent that the Board of Appeal shares the reasoning of the
Opposition Division that consumers are assisted in their choice by highly qualified professionals. In relation to
herbal medicinal products, consumers are deemed to be reasonably well informed, observant and circumspect,
and used to using products whose name contains the prefix echina-'. It may be assumed that consumers who
are interested in that type of product take particular care of their health so that they are less likely to confuse
different versions of such products. In other words, any risk of a mistaken choice and subsequent incorrect use
of a product giving rise to certain harmful consequences is compensated for by the high degree of awareness
on the part of, and attention paid by, the average consumers concerned.

34. The second part of the plea must therefore also be dismissed.

Third part, concerning the lack of descriptive character of the prefix echina-'

Arguments of the parties

35. The applicant considers that the Board of Appeal erred in its assessment in considering that the prefix
echina-' has descriptive character, or at least that it is not distinctive.

36. It states that the word Echinacea' is not Latin but English, although the relevant public is not English, and
only a minority of the English-speaking public would understand the word Echinacea' and make the
connection with the prefix echina'.

37. The number of marks registered in various countries containing the prefix echin-' or echina-', featuring on
a list supplied by Optima Healthcare Ltd, is not very high and is thus not sufficient to prove that the prefix is
commonly' used or that it would be understood by the relevant consumers.

38. Moreover, the part of the signs at issue which will be perceived by consumers as the most striking in
phonetic terms, namely echina-', is identical in both cases. Thus, it is clear that consumers will not be able to
distinguish between the two.

39. Finally, the applicant cites a decision of 18 June 2003 of the Fourth Board of Appeal (R 121/2002-4) in
which it was concluded that there was a likelihood of confusion between the marks SELENIUM-ACE and
Selenium Spezial A-C-E. According to that decision, the word Selenium', designating a chemical element, was
not only part of the former mark but would be perceived by the average consumer as its most significant
element and therefore had to be regarded as sufficiently distinctive. It followed that there was a likelihood of
confusion.
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40. OHIM explains that Echinacea' is not an English word but is modern' Latin, which is not connected with
any country or territory in particular. It is customary to use Latin in both the pharmaceutical industry and
everyday medicine.

41. OHIM considers that the list, supplied by Optima Healthcare Ltd, of more than 30 marks containing the
prefix echin-' or echina-' registered in one or more of the territories relevant to the present case proves the
descriptive character of the word Echinacea' and thus, of the prefix echin-' in the mind of the public in those
territories. OHIM also submits that the applicant did not challenge those arguments during the proceedings
before the Opposition Division.

42. That descriptive character is, furthermore, confirmed by a search carried out on the internet on the word
Echinacea' for each of the languages concerned. That search generated 1 940 results for Spanish web pages, 2
630 results for French web pages, 6 080 results for Italian web pages, 1 160 results for Portuguese web
pages, 36 600 results for German web pages, and 7 360 results for Dutch web pages.

43. Given its descriptive character, the prefix echina-' has little, if any, capacity to distinguish goods as
coming from a particular undertaking. Thus, the average consumer who is reasonably well informed and
observant cannot rely on that prefix to differentiate between the competing marks. That consumer will not be
led to assume that ECHINACIN and ECHINAID come from the same undertaking on the basis of the
common prefix echina-'. That prefix is a clear and straightforward reference to the composition and
characteristics of the products in dispute and not an indication of their respective manufacturers.

Findings of the Court

44. The Court finds that OHIM correctly concluded that the prefix echina-' was descriptive and that,
consequently, the public in the relevant territories, when confronted with the mark applied for for goods in
Class 5, would regard it as referring to goods derived from the plant Echinacea'.

45. That conclusion concerning the descriptive character of the mark applied for is justified by the factors
analysed by the Board of Appeal in particular in paragraphs 18 to 21 of the contested decision. The word
Echinacea' is the scientific name in Latin of a plant used for pharmaceutical products and herbal medicine. It
is common to use the Latin names of plants in those areas. That is confirmed by the large number of
registrations of the prefix echin-' or echina-' in the territories concerned. OHIM was therefore justified in
finding that the prefix echina-' refers, as far as the average consumer is concerned, to the composition of the
product rather than to its commercial origin.

46. Consequently, the third part of the plea cannot be upheld.

Fourth part, concerning the incorrect assessment of the likelihood of confusion

Arguments of the parties

47. The applicant complains, first, that the Board of Appeal, which classed the endings of the marks in issue,
that is to say -id' and -cin', as dominant elements, did not make a comparison of the signs as they will be
perceived by consumers, namely as a whole. It points out that, according to the Court of Justice, the average
customer perceives the trade mark as a whole and does not proceed to analyse its various details (Case
C-251/95 SABEL [1997] ECR I-6191, paragraph 23).

48. Second, the applicant complains that the Board of Appeal misapplied the concept of the average consumer'
in taking only professionals and not the end consumer into account. That error is said to be apparent from
paragraph 23 of the contested decision, in which the Board of Appeal observes that consumers of that type of
goods are used to marks containing the prefix echina-'. However, that type of goods is not very common in
trade. Moreover, it is conceivable that such a public,
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which only rarely has the chance to make a direct comparison between the different marks, but has to place
its trust in the imperfect image of them that it has retained in its mind, may regard the products under the
conflicting marks as belonging, admittedly, to two distinct ranges of products but as coming, none the less,
from the same manufacturer (Case T-104/01 Claudia Oberhauser v OHIM - Petit Liberto (Fifties) [2002]
ECR II-4359, paragraph 49).

49. In concluding its application, the applicant refers to a decision of 25 April 2001 of the Third Board of
Appeal (R 816/1999-3). In that decision the Board of Appeal considered that there was a likelihood of
confusion for the average consumer between two marks designating pharmaceutical products, namely
A-MULSIN and ALMOXIN, which have more or less the same composition and are used for the same
purposes. In that case the Board stated in particular that as regards medicines for mild disorders, such as
painkillers, sleeping pills or healing ointments, the degree of attention of the average consumer will be very
low. The average consumer will generally buy that type of product without reading the leaflet and without
necessarily asking the pharmacist for advice, but it is at the time of purchase that confusion may arise. The
Board of Appeal concluded that although an attentive consumer was capable of distinguishing between the
marks at issue visually, particularly by reason of the existence of a hyphen, the average consumer would not,
by contrast, be able to memorise the slight phonetic differences between the two marks.

50. On the first point OHIM considers, on the contrary, that although the sign must be considered in its
totality it is also crucial to consider the various elements of each sign when carrying out a global assessment
(Case T-224/01 Durferrit v OHIM - Kolene (NU-TRIDE) [2003] ECR II-1589). According to the Court's
case-law, the distinctiveness of the mark is one of the factors that must be taken into account in assessing
likelihood of confusion (SABEL , paragraph 24; Case C-39/97 Canon [1998] ECR I-5507, paragraph 18; and
Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 25). In determining the distinctive
character of a mark account should be taken of the inherent characteristics of the mark, including the fact that
it does or does not contain an element descriptive of the goods or services for which it has been registered
(Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraphs 49 and 51,
and Lloyd Schuhfabrik Meyer , paragraphs 22 and 23). The visual, aural or conceptual similarity of the marks
must be based on the overall impression created by them, bearing in mind in particular their distinctive and
dominant components (SABEL , paragraph 23, and Lloyd Schuhfabrik Meyer , paragraphs 22 and 23).

51. It follows that where a mark is composed of a descriptive element, that element cannot be regarded as the
dominant element because otherwise a finding of likelihood of confusion could be based only on elements that
cannot be protected as trade marks. OHIM therefore considers that the Board of Appeal was right to conclude
that the presence of the prefix echina-' in the two marks was insufficient to justify a finding of likelihood of
confusion.

52. As regards the second point, OHIM points out that the Board of Appeal took the perspective of the
average consumer of vitamins, food supplements, herbal preparations and pharmaceutical and medical
preparations into account rather than that of a professionally skilled public, namely doctors or pharmacists. If
those products may be bought without prescription that is because health authorities deem the average
consumer to be sufficiently informed about them to be able to make their own choices. In addition, the
average consumer of those products, who is typically a consumer of, and interested in, health products based
on natural substances, is likely to possess the minimum knowledge of those products required to be aware of
the particular properties of products containing Echinacea.

53. OHIM considers that the average consumer of the products in question is aware of those properties and
will perceive the prefix as referring to the kind of product rather than to its commercial origin. While the
average consumer's level of attention varies according to the nature of the goods concerned
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(Lloyd Schuhfabrik Meyer , paragraph 26), there is no reason, as far as health products are concerned, to
believe that the average consumer is inattentive when making his selection of goods, and still less reason if,
as the applicant claims, serious health risks could ensue if the products in dispute were confused.

Findings of the Court

54. The Court points out that the public will not generally consider a descriptive element forming part of a
complex mark to be the distinctive and dominant element of the overall impression conveyed by that mark
(BUDMEN , paragraph 53).

55. In the present case, as the Court has already noted in paragraph 44 above, since the prefix common to the
two signs concerned, namely echina-', is descriptive in character, it does not enable the commercial origin of
the products to be distinguished. Therefore OHIM rightly found that the respective endings of the signs at
issue, namely -id' and -cin', were to be regarded as the distinctive and dominant elements which attract the
attention of consumers.

56. As regards the alleged misapplication of the concept of the average consumer', which the applicant infers
from paragraph 25 of the contested decision, it is sufficient to note that the paragraph in question does not
refer to professionals but to the public concerned'. That expression is defined in paragraph 23, in which the
Board of Appeal refers expressly to the average consumer of the products in question, who is deemed to be
reasonably well informed, observant and circumspect. Contrary to the applicant's submission, OHIM did not,
therefore restrict its examination of the likelihood of confusion to professional consumers but clearly took
account of the perception of the end consumers of the goods at issue.

57. Although it is correct, as submitted by the applicant, that the average consumer only rarely has the chance
to make a direct comparison between the different marks but has to place his trust in the imperfect image of
them that he has retained in his mind, given the descriptive character of the prefix echina-' that argument
cannot be upheld in the present case.

58. Finally, in relation to the applicant's citing of a decision of the Third Board of Appeal, reference is made
to paragraph 24 of this judgment.

59. It follows that the fourth part of the plea must be dismissed.

Fifth part, concerning failure to take account of the rule of interdependence'

Arguments of the parties

60. The applicant complains that the Board of Appeal did not apply the rule of interdependence'. According to
that rule', a global assessment of the likelihood of confusion implies some interdependence between the
relevant factors. In particular, a lesser degree of similarity between the products or services in question may
be offset by a greater degree of similarity between the marks, and vice versa (Canon , paragraphs 15 to 18).

61. The applicant considers that, in the present case, the high degree of similarity between the products should
have been considered by the Board of Appeal as sufficient to offset the slight differences existing between the
signs.

62. OHIM acknowledges that the global assessment of likelihood of confusion includes the extent of
interdependence between the factors taken into account, and that in the present case, the goods covered by the
marks at issue are identical. However, the fact that the goods are identical should be weighed against the
degree of distinctiveness of the marks. Since the marks at issue are composed of a descriptive prefix, the
distinctiveness of the marks is limited to their endings, the part on which consumers will tend to focus their
attention. Consequently, the scope of protection of
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the earlier mark is considerably limited.

Findings of the Court

63. It is settled case-law that the global assessment of the likelihood of confusion implies some
interdependence between the relevant factors, and in particular similarity between the trade marks and between
these goods or services covered. Accordingly, a lesser degree of similarity between those goods or services
may be offset by a greater degree of similarity between the marks, and vice versa (Canon , paragraph 17, and
Case T-3/04 Simonds Farsons Cisk v OHIM - Spa Monopole (KINJI by SPA) [2005] ECR II-0000,
paragraph 33).

64. The applicant submits that the assessment carried out by OHIM of the likelihood of confusion in this case
is vitiated by error, since the contested decision does not mention what the applicant terms the rule of
interdependence', established by the case-law (Canon , paragraph 17).

65. It must be observed that, in so far as that argument should be understood as meaning that the case-law
concerned defines the rule of interdependence' as constituting an autonomous rule of law, it is not well
founded. The considerations relating to that rule' constitute merely the expression of one of many factors
which need to be taken into account when a global assessment of the likelihood of confusion is carried out in
a particular case. It follows that the mere absence of a reference to that factor in the contested decision cannot
lead to a presumption that the assessment of the likelihood of confusion set out therein is vitiated by an error.

66. In the light of all the factors taken into account for the purposes of assessing the likelihood of confusion,
as set out in the contested decision, and, in particular, the evidence referred to therein of the coexistence in
the relevant territories of several marks composed of the prefixes echin-' or echina-' with various endings, the
applicant's arguments are not such as to indicate any error in the Board of Appeal's reasoning.

67. It follows that the fifth part of the plea necessarily has to be dismissed. Consequently, the action must be
dismissed in its entirety.

Costs

68. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM, as applied for by the latter.

DOCNUM 62004A0202

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2006 Page 00000

DOC 2006/04/05

© An extract from a JUSTIS database



62004A0202 European Court reports 2006 Page 00000 10

LODGED 2004/05/27

JURCIT 31994R0040-A08P1LB : N 17 21 - 25 28 - 34 44 - 46 54 - 59 63 - 67
31994R0040-A63P6 : N 14
61983J0294 : N 13
61989J0130 : N 13
61995A0099 : N 13
61997J0039 : N 63 64
61999A0331 : N 14
62000A0034 : N 14
62001A0129 : N 14 54
62002A0117 : N 24
62003A0031 : N 29 30
62003A0126 : N 29 30
62003A0164 : N 14
62004A0003 : N 63

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

PROCEDU Application for annulment - inadmissible;Application for annulment - unfounded

DATES of document: 05/04/2006
of application: 27/05/2004

© An extract from a JUSTIS database



IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT OF FIRST INSTANCE (Third Chamber) 

13 September 2006 (*) 

(Community trade mark – Opposition proceedings – Application for a figurative mark consisting of 
the word mark METRO – Earlier national word mark METRO – Expiry of protection of earlier national 

trade mark) 

In Case T-191/04, 

MIP METRO Group Intellectual Property GmbH & Co. KG, established in Düsseldorf (Germany), 
represented by R. Kaase, avocat, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by A. Folliard-Monguiral, acting as Agent, 

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court
of First Instance, being  

Tesco Stores Ltd, established in Cheshunt (United Kingdom), represented by S. Malynicz,
Barrister,  

ACTION brought against the decision of the First Board of Appeal of OHIM of 23 March 2004 (Case R
486/2003-1), relating to opposition proceedings between MIP METRO Group Intellectual Property
GmbH & Co. KG and Tesco Stores Ltd, 

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber), 

composed of M. Jaeger, President, V. Tiili and O. Czúcz, Judges, 

Registrar: K. Andová, Administrator,  

having regard to the application lodged at the Registry of the Court of First Instance on 27 May
2004,  

having regard to the responses of the intervener and OHIM, lodged at the Registry of the Court of
First Instance on 13 and 21 September 2004 respectively, 

further to the hearing on 30 November 2005, 

gives the following 

Judgment 

 Background to the dispute 

1        On 20 March 1998, MIP METRO Group Intellectual Property GmbH & Co. KG, formerly METRO Cash
and Carry GmbH (‘the applicant’) filed an application for a Community trade mark at the Office for 
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation
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(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended. 

2        The trade mark for which registration was sought is the figurative sign reproduced below: 

  

3        The application for registration was published in Community Trade Marks Bulletin No 86/99 of 2 
November 1999. 

4        On 28 January 2000, Tesco Stores Ltd (‘the intervener’) filed a notice of opposition to registration 
of the trade mark applied for under Article 42 of Regulation No 40/94. The opposition was based on
the earlier national word mark METRO, registered in the United Kingdom on 27 July 1993 under No
1543011, whose initial term of protection expired on 27 July 2000. 

5        By letter of 13 June 2000, OHIM informed the intervener that it was to be given a four-month 
period to submit the additional facts, evidence and arguments it felt necessary to substantiate its
opposition. In an information sheet attached to that letter, OHIM informed the intervener that if the
term of protection of the earlier mark had expired ‘at the time the evidence [was] due’ pursuant to 
Rule 20(2) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Regulation No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1) (‘the implementing 
regulation’), the intervener was also to submit a certificate of renewal or equivalent evidence or,
failing that, evidence that an application for renewal had been duly filed with the competent
authorities. The four-month deadline was subsequently extended and eventually expired on 13
March 2003. 

6        Proof of the renewal of the earlier mark was not adduced within this time-limit. 

7        By letter dated 30 April 2003, the intervener was informed that since it had not provided proof that
its registration had been renewed, a decision on the opposition would be made on the basis of the
evidence available. 

8        The Opposition Division, by decision of 12 June 2003 (‘the decision of the Opposition Division’), 
rejected the opposition on the ground that the intervener had not proved, although duly invited to
do so, that its earlier right was still in force after 27 July 2000, the date on which the term of
protection of its trade mark expired, according to the documentation submitted by the intervener. 

9        On 11 August 2003, pursuant to Articles 57 to 62 of Regulation No 40/94, the intervener filed a
notice of appeal with OHIM against the decision of the Opposition Division. 

10      The First Board of Appeal of OHIM upheld the appeal in its decision of 23 May 2004 (‘the contested 
decision’). It considered that on the date on which the opposition was filed and even on the date the
evidence was requested (13 June 2000), the earlier right was still in force and, accordingly, the
intervener did not have to prove renewal of its trade mark registration.  

 Forms of order sought by the parties 

11      The applicant claims that the Court should: 

–        declare the action admissible; 

–        annul the contested decision; 

–        order OHIM to pay the costs of the proceedings. 

12      OHIM contends that the Court should: 

–        allow the application for annulment of the contested decision; 
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–        order the intervener to pay the costs. 

13      The intervener contends that the Court should: 

–        dismiss the action; 

–        order the applicant to pay the intervener’s costs. 

 Admissibility of OHIM’s claims 

14      So far as OHIM’s procedural status is concerned, it is to be noted that, while OHIM does not have
the requisite capacity to bring an action against a decision of a Board of Appeal, it cannot be
required to defend systematically every contested decision of a Board of Appeal or automatically to
claim that every action challenging such a decision should be dismissed (Case T-107/02 GE Betz v 
OHIM – Atofina Chemicals (BIOMATE) [2004] ECR II-1845, paragraph 34; Case T-186/04 Spa 
Monopole v OHIM – Spaform (SPAFORM) [2005] ECR II-2333, paragraph 20; and Case T-379/03 
Peek & Cloppenburg v OHIM (Cloppenburg) [2005] ECR II-0000, paragraph 22). Nothing prevents 
OHIM from endorsing an applicant’s claim or from simply leaving the decision to the discretion of the
Court, while putting forward all the arguments that it considers appropriate for giving guidance to
the Court (BIOMATE, paragraph 36, and Cloppenburg, paragraph 22). On the other hand, it may not 
seek an order annulling or altering the decision of the Board of Appeal on a point not raised in the
application or put forward pleas in law not raised in the application (Cloppenburg, paragraph 22; see 
also, to that effect, Case C-106/03 P Vedial v OHIM [2004] ECR I-9573, paragraph 34). 

15      It follows that the heads of claim by which OHIM endorses the applicant’s claim for annulment must 
be declared admissible since those heads of claim, and the arguments set out in their support, do
not go beyond the bounds of the claims and pleas in law put forward by the applicant. 

 Substance 

A –  Arguments of the parties  

16      The applicant puts forward a single plea in support of its claim that the contested decision should
be annulled. It asserts that the contested decision infringes Regulation No 40/94, in particular
Article 74 thereof, and the implementing regulation, in particular Rules 16 and 20. It follows from
those provisions that the relevant time when an earlier right has to be in force and to be proved by
the opponent to have this status is the time when the Opposition Division makes its decision, or at
the very latest, the date on which the period allowed for providing further evidence expires, and not
the date on which the opposition was filed.  

17      The applicant then submits that the purpose of Rule 16 of the implementing regulation is to enable
the applicant for a trade mark and the Opposition Division to ascertain whether the earlier trade
mark relied on to oppose the Community trade mark application is valid, since only a valid trade
mark can form the basis of an opposition. The Opposition Division is authorised by Rule 16(3) and
Rule 20(2) of the implementing regulation to set a time-limit for furnishing evidence if it was not 
provided together with the notice of opposition.  

18      The applicant also maintains that the finding in the contested decision that the Opposition Division
cannot, on the one hand, take account of the fact that the term of protection of an earlier trade
mark has expired before it has made a decision on the opposition and, on the other hand, require
proof that the earlier mark has been renewed, is contrary to Regulation No 40/94 and the
implementing regulation and also to the broad logic underlying the relative grounds for refusal.  

19      OHIM supports the applicant’s arguments. It observes, in particular, that the contested decision is
incompatible with its internal Opposition Guidelines, which provide that ‘[w]ithin the period of four 
months to complete the file, the opponent should file evidence that the mark/s on which he relies
is/are still in force. If there is no evidence of renewal, the earlier registration will not be taken into
account … or the opposition will be rejected as not substantiated. However, in order to avoid the
Opposition Division taking a decision in an opposition that is based on an earlier registration that
has not been renewed, if a registration that was validly proved expires between the end of the four-
month period and the moment the decision is taken, the examiner must ask the opponent to
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provide evidence that the registration has been renewed, regardless of whether or not the applicant raises
an objection.’ 

20      The intervener puts forward six pleas in law in support of its argument that the Board of Appeal
correctly applied Regulation No 40/94 and the implementing regulation. 

21      Firstly, it submits that the wording of Article 8(1) of Regulation No 40/94 uses the present tense
(‘upon opposition’) rather than the future tense. Further, the wording of Article 8(2) of that
regulation uses the past tense (‘trade marks registered’). It argues that when these two provisions 
are read together, it is clear that the date of opposition is the relevant date. There is accordingly no
provision in Article 8 of Regulation 40/94 that places an obligation on an opponent to retain the
status of proprietor of the earlier mark or to prove that he has retained that status beyond the
opposition period. 

22      Secondly, the intervener states that the only requirement set out in Article 42(1) of Regulation No
40/94 is that notice of opposition be given on the ground that the trade mark may not be registered
under Article 8 of that regulation. It notes that the requirement is again expressed in the present
tense. In addition, there is the requirement that the opponent be, inter alios, the proprietor of the
earlier marks referred to in Article 8(2) of Regulation No 40/94. Again, this is expressed in the
present tense. The intervener concludes from this that the opponent is not under any obligation to
demonstrate that he will remain the proprietor until some unspecified point in the future that is
beyond the opposition period. It considers that Article 42(3) of Regulation No 40/94 confirms this
analysis in that it requires the opponent to specify the grounds on which the opposition is made, and
points out that again the present tense is used. It contends, moreover, that the opponent is
required to set out the grounds then in existence that can be cited against the mark applied for. No
opponent would be able to state with certainty what the position might be at some unspecified point
in the future that is beyond the opposition period. In any event, that would be contrary to the
express wording of Article 42(3) of Regulation No 40/94. 

23      As its third plea, the intervener submits that Rules 15 and 16 of the implementing regulation are
wholly silent on the proposition contended for by the applicant that the validity of an earlier mark
must be shown when the Opposition Division makes its decision on the merits. It argues that the
fact that the legislature has provided such detailed provisions, yet did not specify that the opponent
should have to prove subsistence of his rights beyond the opposition period, should be understood
to signify the legislature’s intention that such proof is not required, in accordance with the expressio 
unius principle. The intervener further notes that these provisions are expressed in the present or
past tense. 

24      The intervener also refers to Rule 15(2)(c)(i) of the implementing regulation, which provides that
‘where the opposition is entered by the proprietor of the earlier mark or of the earlier right [the
notice of opposition shall contain] … an indication that he is the proprietor of such mark or right’. It 
concludes that all that that rule requires to be shown is that, as of the date when the opposition is
entered, the opponent is the proprietor of the earlier mark.  

25      As its fourth plea, the intervener submits that the principle of legal certainty requires that
Community rules must enable those concerned to know precisely the extent of the obligations which
are imposed upon them (Case C-233/96 Denmark v Commission [1998] ECR I-5759, paragraph 38). 
It maintains that the applicant’s contention, namely that the time when OHIM must determine the
validity of an earlier mark is the time of the ruling on the opposition, has an arbitrary and uncertain
basis. It argues that the fact that proceedings may become protracted would require an opponent to
guess when a decision on the merits was likely to be taken or continuously to provide updated
evidence of the subsistence of the earlier mark. 

26      As its fifth plea, the intervener argues that it would offend against the Community law principle of
non-retroactivity to require the opponent to demonstrate subsistence or validity of the earlier mark
beyond the opposition period.  

27      It points out what when the opposition was filed on 28 January 2000, the opponent was provided
with a form that allowed it to provide a copy of the registration at a later date. The opponent filed a
copy of the registration certificate for the earlier mark on 24 February 2000. It states at paragraph
18 of its response that that certificate showed that the mark would remain in force until 27 July
2003, that is, beyond the end of the opposition period. On 13 June 2000, OHIM wrote to the
opponent informing it of the commencement of the adversarial part of the proceedings and
requesting it to furnish facts, evidence and arguments in support. The intervener maintains that if,

Page 4 of 7

26/09/2006http://curia.europa.eu/jurisp/cgi-bin/gettext.pl?where=&lang=en&num=79939086T19...



as the applicant contends, this letter imposed a requirement that the opponent submit evidence of the
renewal of the registration that had already been submitted during the opposition period, such a
requirement would be retrospective in effect and, therefore, inadmissible. 

28      Lastly, as its sixth plea, the intervener submits that Article 74 of Regulation No 40/94 does not
support the applicant’s contention either. It argues that the purpose of Article 74 is set out in the
heading of that section, namely to determine the extent to which it is permissible for OHIM to
examine facts of its own motion. Accordingly, it does not accept that that provision is to be
interpreted as meaning that an opponent must prove to OHIM that a mark remains subsisting and
valid until the date when the Opposition Division makes its decision. 

B –  Findings of the Court 

29      In essence, the applicant, supported by OHIM, criticises two assertions in the contested decision.
Firstly, the Board of Appeal wrongly considered that when the term of protection of the mark on
which the opposition was based expired, this did not authorise the Opposition Division
retrospectively to alter the status of the opponent and reject the opposition. Secondly, it erred in
considering that the opponent is required to set out once, and once only, the grounds of its
opposition and that, accordingly, neither the Opposition Division nor the Boards of Appeal are
entitled to require further proof that the earlier mark on which the opposition is based is still valid.
Those assertions are incompatible with the overall scheme of Regulation No 40/94 and the
implementing regulation since their effect would be to require the Opposition Division to find that
the trade mark applied for and an earlier mark whose term of protection had expired were in
conflict. 

30      According to well-established case-law, the essential function of a trade mark is to guarantee the
identity of the origin of the marked goods to the consumer or end user by enabling him, without any
possibility of confusion, to distinguish those goods from others which have another origin (Case
102/77 Hoffmann-La Roche [1978] ECR 1139, paragraph 7; Joined Cases C-456/01 P and C-457/01 
P Henkel v OHIM [2004] ECR I-5089, paragraph 48; and Case C-329/02 P SAT. 1 v OHIM [2004] 
ECR I-8317, paragraph 23). There is no public interest in conferring the benefit of the full protection 
envisaged by Regulation No 40/94 on a trade mark which does not fulfil its essential function
(Henkel v OHIM, paragraph 48). 

31      The essential purpose of Articles 8 and 42 of Regulation No 40/94 and Rules 15, 16 and 20 of the
implementing regulation, concerning relative grounds for refusal and opposition proceedings, is to
ensure that, by making it possible to refuse registration of a new mark which may conflict with an
earlier mark as there is a likelihood of confusion between them, the earlier mark may retain its
function of identifying origin. 

32      The possibility of such a conflict must be considered from two different angles. Firstly, with regard
to the substantive scope of the abovementioned provisions, the earlier mark and the mark applied
for must be identical or similar, as must the goods or services designated by those marks, so that
confusion may arise between the two signs. Secondly, concerning the temporal scope of those
provisions, both those marks must co-exist for a certain period. The function of an earlier mark as a
means of identifying its origin cannot be undermined by another mark which is registered only after
the term of protection of the earlier mark has expired. If there is no period during which both marks
co-exist, no conflict can arise. 

33      Accordingly, the Court of First Instance finds that the assertion in the contested decision that ‘[t]
here is nothing that permits the Opposition Division to retroactively change an opponent’s status 
simply because in the course of opposition proceedings … a national registration … expires’ fails to 
take account of the fact that no conflict can arise between the mark applied for and an earlier mark
which has expired during that period, given that the mark applied for may be registered only after
the end of the opposition proceedings. As a consequence, the protection which the Board of Appeal
recognised the earlier mark as having is not justified by the need to protect the mark’s essential 
function and is contrary to the spirit and the logic underlying the provisions governing the
assessment of relative grounds for refusal and opposition proceedings.  

34      Moreover, the applicant and OHIM rightly submit that the Opposition Division and the Boards of
Appeal must take account of changes in circumstances that occur between the filing of the
opposition and the decision on the opposition as a result of evidence submitted by the parties in
response to OHIM’s request for information.  
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35      The Court of First Instance held in Case T-308/01 Henkel v OHIM – LHS (UK) (KLEENCARE) [2003] 
ECR II-3253, paragraph 26, that, in the context of the re-examination of the decision on the 
opposition conducted by the Boards of Appeal under Article 61(1) of Regulation No 40/94, the
outcome of the appeal depends on whether or not a new decision with the same operative part as
the decision under appeal may be lawfully adopted at the time of the appeal ruling. 

36      In the course of that re-examination, the OHIM Boards of Appeal may exercise any power within
the competence of the department which was responsible for the decision appealed, except where
the case is remitted to that department (KLEENCARE, paragraph 24). Consequently, the principle 
established by that case-law must be regarded as applicable to the findings of the Opposition
Division, with the effect that neither the Opposition Division nor the Boards of Appeal may adopt a
decision that is unlawful at the time when they make a decision based on the evidence submitted by
the parties in the proceedings before them. 

37      However, the intervener takes the view that the contested decision correctly established that the
opponent must set out the grounds and evidence in support of its opposition once and once only.
The Opposition Division cannot rely on the absence of proof of renewal of the earlier trade mark
since its request for information concerning renewal of registration was not justified by any of the
provisions in Regulation No 40/94 or the implementing regulation.  

38      It is clear from the case-law cited at paragraph 30 above that Regulation No 40/94 and the
implementing regulation are to be interpreted in the light of the essential function of a trade mark.
In order to ascertain whether the earlier trade mark’s function of identifying origin may be 
invalidated as a result of it co-existing in time with the mark applied for, with which it is liable to be
confused, OHIM must be aware of the earlier mark’s term of protection. 

39      The power to request such information from an opponent may be inferred from Regulation No
40/94 and the implementing regulation. Thus, pursuant to Article 76 of Regulation No 40/94, OHIM
may request information and the production of documents in any proceedings before it, in particular
such information or documents as it deems necessary to enable it to make a decision on the
opposition. It follows from Rule 16 in conjunction with Rule 20 of the implementing regulation that
OHIM may request the opponent to submit facts, evidence and arguments which are not set out in
the notice of opposition, including, inter alia, the certificate of registration of the earlier mark. 

40      The intervener, on the other hand, maintains that the opponent cannot be obliged to demonstrate
that it will remain the proprietor of the earlier mark until some unspecified point beyond the
opposition period. 

41      It is to be noted in that regard that, in its first, second, third and sixth pleas, the intervener simply
asserts that such an obligation on the part of the opponent does not arise either from Articles 8, 42
or 74 of Regulation No 40/94 or from Rules 15 and 16 of the implementing regulation. It does not
advance any argument to deny that Article 76 of Regulation No 40/94 or Rule 16 in conjunction with
Rule 20 of the implementing regulation confers the right on OHIM to require an opponent to prove
that a trade mark has been renewed after its term of protection has expired where such an event
occurs after the notice of opposition has been filed. Moreover, its arguments in that regard are
based on an interpretation that relies on the tenses of the verbs used in the abovementioned
provisions, considered in isolation, and do not refer at all to the principles on which the relative
grounds for refusal and the opposition proceedings are based. 

42      Furthermore, the intervener’s argument falls outside the factual ambit of the present case. When 
the time-limit for providing information expired (13 March 2003) and even at the time of the initial
time-limit imposed by the Opposition Division (13 October 2000), the validity of the earlier mark
was not dependent on any future factor but on whether the intervener had renewed the registration
of its trade mark, whose initial period of protection expired on 27 July 2000. The request made was
therefore one for proof of a past event. Accordingly, and contrary to the intervener’s assertions, the 
Court of First Instance considers that the request for information did not concern the validity of the
mark at some unspecified time in the future. 

43      By its fourth plea, the intervener argues that the fact that the opponent is not in a position to know
whether it must provide proof that the registration of the earlier mark has been renewed on its own
initiative, continuously or at OHIM’s request may produce an uncertain legal situation. The 
requirement to prove that the earlier mark remains valid therefore means that the intervener must
guess the date on which the decision on the opposition will be taken.  
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44      That argument cannot be accepted either. There is nothing whatsoever in the decision of the
Opposition Division to suggest that OHIM requires the opponent continuously to submit proof of
renewal in the absence of a request for information on the part of OHIM. Nor does such an
obligation arise from the procedural documents lodged by the applicant or OHIM. In fact, OHIM’s 
Opposition Guidelines expressly state the opposite, namely, that ‘the examiner must ask the 
opponent to provide evidence that the registration has been renewed’.  

45      With regard to the intervener’s fifth argument, that it would be contrary to the principle of non-
retroactivity to confer power on OHIM to request information on the renewal of the earlier mark, it is
sufficient to note that the intervener admitted, in response to a written question from the Court of
First Instance, that it had erroneously indicated, at paragraph 18 of its response, on the basis of the
documentation provided to the Opposition Division, that the earlier mark remained in force until 27
July 2003, whereas the correct date was in fact 27 July 2000. 

46      In the light of the foregoing, the Court of First Instance finds that the Board of Appeal incorrectly
held, firstly, that the fact that the term of protection of the earlier mark expired before the
Opposition Division gave a decision on the opposition cannot be taken into account by the latter
and, secondly, that the Opposition Division does not have the power to request information on the
renewal of the earlier mark after the initial evidence has been filed. In so doing, the Board of Appeal
interpreted the provisions of Regulation No 40/94 and the implementing regulation governing
assessment of relative grounds for refusal and opposition proceedings in a manner contrary to the
principles underlying those provisions and, in particular, infringed Article 76 of Regulation No 40/94
and Rule 20 of the implementing regulation.  

47      It follows that the applicant’s single plea in law must be upheld and the contested decision
annulled.  

 Costs 

48      Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party’s pleadings. Since OHIM has been 
unsuccessful, in that the contested decision has been annulled, it must be ordered to pay the
applicant’s costs, as applied for by the applicant. Since the intervener has been unsuccessful, it
must bear its own costs. 

On those grounds, 

THE COURT OF FIRST INSTANCE (Third Chamber) 

hereby: 

1.      Declares that the decision of the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) of 23 March 2004 
(Case R 486/2003-1) is annulled; 

2.      Orders OHIM to bear its own costs and to pay those incurred by the applicant; 

3.      Orders the intervener to bear its own costs. 

Delivered in open court in Luxembourg on 13 September 2006. 

*Language of the case: English. 

Jaeger  Tiili  Czúcz 

Registrar          President 

E. Coulon          M. Jaeger 
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. Spa Monopole, compagnie

fermière de Spa SA/NV v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Opposition proceedings - Application for registration of Community

work mark SPAFORM - Earlier word marks SPA and SPA THERMES - Partial rejection of the
opposition - Rule 18(1) of Regulation (EC) No 2868/95. Case T-186/04.

In Case T186/04,

Spa Monopole, compagnie fermière de Spa SA/NV, established in Spa (Belgium), represented by L. de
Brouwer, E. Cornu, E. De Gryse and D. Moreau,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Spaform Ltd, established in Southampton (United Kingdom), represented by J. Gardner and A. Howard,
Barristers,

APPLICATION for annulment of the decision of the Fourth Board of Appeal of OHIM of 25 February 2004
(Case R 827/20024) relating to opposition proceedings between Spa Monopole, compagnie fermière de Spa
SA/NV and Spaform Ltd,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, N.J. Forwood and S. Papasavvas, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 25 May 2004,

having regard to the response of OHIM lodged at the Registry of the Court on 13 October 2004,

having regard to the response of the intervener lodged at the Registry of the Court on 7 October 2004,

further to the hearing on 1 February 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby :

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 25 February 2004 (Case R 827/20024) in part, in so far as it declares
inadmissible the opposition based on Article 8(5) of Council Regulation (EC) No 40/94 of 20 December 1993
on the Community trade mark, as regards the SPA mark registered
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in Benelux under No 389 230;

2. Dismisses the remainder of the application;

3. Orders OHIM to bear its own costs and to pay those incurred by the applicant;

4. Orders the intervener to bear its own costs.

Background to the dispute

1. On 5 August 1997 the intervener made an application for a Community trade mark to the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark sought to be registered is the word sign SPAFORM.

3. The goods for which registration was sought are within Classes 7, 9 and 11 of the Nice Agreement
concerning the international classification of goods and services for the purposes of the registration of marks
of 15 June 1957, as revised and amended. They correspond to the following descriptions:

- pumps, pressure regulators, pressure valves', in Class 7;

- apparatus and instruments for measuring pressure', in Class 9;

- baths; whirlpool baths; spa baths; wash basins; bathing facilities fitted with pressure jets; showers, water
pipes', in Class 11.

4. On 27 July 1998 the application for registration was published in Community Trade Marks Bulletin No
55/1998.

5. On 27 October 1998 the applicant brought an opposition to registration of the trade mark applied for.

6. The opposition was based in particular on the SPA THERMES and SPA marks, which were the subject of
the following registrations:

- Benelux registration No 555 229 of 26 July 1994 of the trade mark SPA THERMES for the following
goods and services:

- bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive
preparations; soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices', in Class 3;

- apparatus for lighting, heating, steam generating, cooking, refrigerating, drying, ventilating, water supply and
sanitary purposes, including water distribution, treatment, purification and filtration systems', in Class 11;

- services provided as part of a spa centre, including health-related services; baths, showers and massages', in
Class 42;

- Benelux registration No 389 230 of 21 February 1983 of the trade mark SPA for mineral and aerated waters
and other non-alcoholic drinks; syrups and other preparations for making beverages', in Class 32.

7. The notice of opposition did not contain a representation of the latter mark. Moreover, the applicant
referred to the reputation of its trade marks for goods in Class 32 in Benelux'.

8. In support of its opposition, the applicant relied on Article 8(1)(b) of Regulation No 40/94 in respect of
registration No 555 229. In addition, it relied on an infringement of Article 8(5) of that regulation concerning
registration No 389 230.
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9. On 4 October 2000 the Opposition Division requested the applicant to present facts, evidence and
arguments in support of its opposition, while informing it that a thorough examination of the notice of
opposition had disclosed that the opposition was inadmissible as regards Article 8(5) of Regulation No 40/94,
since the sign which was the subject of the trade mark having a reputation was not indicated there and no
certificate of registration had been annexed from which it could be identified.

10. On 1 December 2000 the applicant provided the Opposition Division with a copy of the registration relied
on in support of the opposition based on Article 8(5) of Regulation No 40/94.

11. By decision of 31 July 2002, the Opposition Division rejected the opposition, on the ground that the claim
based on Article 8(5) of Regulation No 40/94 was inadmissible. It relied on Article 42 of Regulation No
40/94 and Rule 18(1) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Council Regulation (EC) No 40/94 (OJ 1995 L 303, p. 1, the implementing regulation'). The Opposition
Division considered that the information available to OHIM at the expiry of the opposition period, which was
27 October 1998, did not enable the earlier trade mark with a reputation to be identified. Moreover, the
Opposition Division considered that there was no likelihood of confusion between the mark applied for and
the earlier mark SPA THERMES within the meaning of Article 8(1)(b) of Regulation No 40/94.

12. On 30 September 2002 the applicant appealed to OHIM against that decision under Articles 57 to 59 of
Regulation No 40/94.

13. By decision of 25 February 2004 (the contested decision'), the Fourth Board of Appeal of OHIM
dismissed the applicant's appeal. The Board of Appeal considered that the ground of refusal based on Article
8(5) of Regulation No 40/94 did not have to be examined, as it was inadmissible. In this respect, it pointed
out that the sign which was the subject of the registration in question was not specified'. The Fourth Board of
Appeal also found that there was no likelihood of confusion between the mark SPAFORM and the earlier
mark SPA THERMES within the meaning of Article 8(1)(b) of Regulation No 40/94.

Forms of order sought by the parties

14. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

15. OHIM contends that the Court should:

- allow the applicant's claim for annulment of the contested decision;

- order each party to bear its own costs.

16. The intervener contends that the Court should:

- confirm the contested decision;

- dismiss the action in its entirety;

- order the applicant to pay the costs.

17. At the hearing the intervener asked for OHIM to be ordered to pay the costs relating to the hearing, on
the ground that it would not have appeared at the hearing if OHIM had sought for the application to be
dismissed.

Law
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Form of order sought by OHIM

18. OHIM contends that the Court should allow the applicant's claim for annulment of the contested decision.
It refers to Case C106/03 P Vedial v OHIM [2004] ECR I0000, paragraphs 26 and 27. It says that the Court
of Justice held in that case that OHIM was designated under Article 133(2) of the Rules of Procedure of the
Court of First Instance as the defendant before the Court of First Instance and did not have the power to alter
the terms of the dispute before the Court as delimited in the respective claims and contentions of the applicant
for registration and the opposing party. It states, however, that it is not obliged systematically to defend the
contested decisions of the Boards of Appeal. It refers in this respect to Case T107/02 GE Betz v OHIM -
Atofina Chemicals (BIOMATE) [2004] ECR II0000, paragraph 29 et seq.

19. The Court recalls that, in proceedings concerning an action brought against a decision of a Board of
Appeal adjudicating in opposition proceedings, OHIM does not have power to alter, by the position it adopts
before the Court, the terms of the dispute as delimited in the respective claims and contentions of the
applicant for registration and of the opposing party (Vedial v OHIM , paragraph 26, upholding on appeal the
judgment of the Court of First Instance in Case T110/01 Vedial v OHIM - France Distribution (HUBERT)
[2002] ECR II5275).

20. However, it does not follow from those decisions that OHIM is obliged to claim that an action brought
against a decision of one of its Boards of Appeal should be dismissed. While OHIM does not have the
requisite capacity to bring an action against a decision of a Board of Appeal, conversely it cannot be required
to defend systematically every contested decision of a Board of Appeal or automatically to claim that every
action challenging such a decision should be dismissed (BIOMATE , paragraph 34).

21. Consequently, OHIM may, as in the present case, without altering the terms of the dispute, contend that
the applicant's claim for annulment of the contested decision should be allowed.

Substance

22. In support of its application, the applicant relies on a single plea in law, based on an alleged breach of
Rule 18(1) of the implementing regulation.

Arguments of the parties

23. The applicant submits that in the present case the deficiency found first by the Opposition Division and
then by the Fourth Board of Appeal of OHIM concerned only the application of Rule 18(1) of the
implementing regulation. The question which arose was therefore, in its view, whether or not the notice of
opposition clearly identified the earlier mark having a reputation on which the opposition was based.

24. It concedes that the notice of opposition did not represent' the sign which was the subject of the
registration of the earlier mark with a reputation on which the opposition was based. However, that
registration was precisely indicated by the mention of Benelux as country of registration, with the registration
number and date, and the indication of the goods designated.

25. The applicant points out that the notice of opposition sent by its representative to the Opposition Division
of OHIM on 27 October 1998 contained, on page 5, in entries 69, 70 and 71 of the form, which relate to an
earlier registered mark with a reputation', the following statements:

- Reputation: in a Member State';

- Member State: Benelux (Registration No 389 230 of 21 February 1983)';

- The opposition is based on: Class 32: Mineral and aerated waters and other non-alcoholic drinks; syrups and
other preparations for making beverages'.
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26. Moreover, the other entries in the notice of opposition, in particular those relating to the grounds of
opposition', stated on page 6 that there [was] a likelihood of confusion, including a likelihood of association,
between the Community trade mark SPAFORM and the SPA marks [registered for the applicant], on which
the opposition is based', while point 3 on page 6 of the notice of opposition stated that the applicant enjoy[ed]
a reputation for its trade marks for goods in Class 32 in Benelux'.

27. The applicant takes the view that Rule 18(1) of the implementing regulation does not require the mark on
which the opposition is based to be represented'. By requiring a representation' of the mark on which the
opposition was based, even though that rule requires only that the mark is clearly identified', the Board of
Appeal went beyond the conditions laid down by that provision.

28. The applicant considers that the requirements of Rule 18(1) of the implementing regulation were satisfied
in the present case. In its view, the primary objective of Rule 18(1) is to enable the applicant for the
Community trade mark, who is the defendant in the opposition proceedings, to exercise his rights of defence
by allowing him to identify the rights relied on against him.

29. It submits that in the present case that objective was achieved. Since the trade mark with a reputation on
which the opposition was based was identified clearly by means of the full references to its registration, the
applicant for a Community trade mark, who was the defendant in the opposition proceedings, was able easily
to understand and ascertain the basis on which the opposition was brought.

30. The applicant also submits that the requirements specified in the contested decision do not appear to be
consistent with the previous practice of the Boards of Appeal of OHIM on the application of Rule 18(1) of
the implementing regulation, in particular the decision of the Third Board of Appeal of 6 March 2002 (Case
R 870/20013, Bridgewater / Bridgewater ).

31. According to OHIM, the clear identification of the earlier right prescribed in Rule 18(1) of the
implementing regulation is an absolute condition of admissibility of the opposition. It is not possible to
remedy a deficiency in the identification of the earlier mark, and the Opposition Division is not obliged to
call on the opponent to do so. OHIM also refers to the guidelines for opposition proceedings adopted on 10
May 2004, Part I Chapter 1 A VI of which distinguishes between absolute' and relative' identification
elements. If an absolute identification element is absent from a notice of opposition, the earlier mark cannot
be identified, and therefore cannot serve as a basis for the opposition. The registration or application number
of the earlier mark is regarded as an absolute identification element. As for relative identification elements,
these are the representation of the mark, the type of mark, the goods and services and other indications such
as the date of filing or registration. With respect to these elements, the opponent must have a period of two
months in which to remedy any deficiencies.

32. OHIM considers that, in view of the interests involved, the position of the Fourth Board of Appeal was
too strict in relation to the minimum requirements allowing identification of the earlier mark, which in this
case was a word mark. OHIM thus submits that the decision of the Board of Appeal was not justified with
respect to Rule 18(1) of the implementing regulation. The Opposition Division and the Board of Appeal
should, it submits, have taken the view that the indication of the registration number and the reference to the
Member State concerned were enough to identify the earlier mark. It would consequently have sufficed for the
Opposition Division to request additional information pursuant to Rule 18(2) of the implementing regulation.

33. According to OHIM, the Opposition Divisions and Boards of Appeal did not originally always take the
same approach as regards the elements necessary to identify clearly the earlier right relied on in support of an
opposition. It admits that some Boards of Appeal adopted a strict approach (decision of the Second Board of
Appeal of 25 February 2002 (Case R 1184/20002, P51 Mustang
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/ Ford Mustang ) and Bridgewater / Bridgewater ). It points out, however, that those decisions concerned
earlier rights which had not been registered, and that there are decisions of Boards of Appeal to the contrary
(decision of the Second Board of Appeal of 19 December 2003 (Case R 704/20022, Myo Max by CEFAR /
cefar-centro de estudos de farmacoepidemiologia ). It notes, finally, that the guidelines for opposition
proceedings follow the approach it argues for.

34. The intervener recalls the conditions relating to the content of the notice of opposition set out in Rule
15(2) of the implementing regulation, which states that [t]he notice of opposition shall contain ... a
representation and, where appropriate, a description of the earlier mark or earlier right'. In the intervener's
view, Rule 15(2) of the implementing regulation thus expressly requires the notice of opposition to include a
representation of the earlier mark, that is, more than just a description of it. Consequently, the applicant
cannot criticise OHIM for introducing an additional condition of admissibility of the opposition, since that
requirement is explicitly stated in the implementing regulation.

35. The intervener refers to the previous practice of OHIM, more particularly the decision of the First Board
of Appeal of OHIM of 4 March 2002 (Case R 662/20011, ORANGEX / Orange XPRESS , paragraph 21),
according to which any notice of opposition should be sufficiently clear and precise so as not to give rise to
any... misunderstanding concerning its meaning and scope'. It also cites the decision of the Opposition
Division of 6 July 2004 (Case 2218/2004, Atlas Copco AB v The Black &amp; Decker Corp. ), according to
which [t]he minimum requirements to consider a trade mark or other earlier right clearly identified are the
representation of the mark or sign, an indication of the country where the mark is registered or filed or where
the earlier right exists and the filing or registration number (in relation to a registered trade mark or an
application for registration of a trade mark)'.

36. In addition, the intervener submits that, unlike Rule 18(2) of the implementing regulation, Rule 18(1) of
that regulation does not require OHIM to call on the opponent to rectify the deficiencies referred to in that
paragraph (decision of the First Board of Appeal of 9 January 2004 (Case R 129/20031 Weekenders
Worldwide Trade and Service Kft v Gregor Kohlruss , paragraph 24).

37. It adds that those deficiencies can be remedied only before the expiry of the opposition period. OHIM is
not thus required to take account of information presented after that deadline. It refers in this respect to Case
T232/00 Chef Revival USA v OHIM - Massagué Marín (Chef) [2002] ECR II2749, paragraphs 34 and 36,
according to which, [i]f the notice of opposition does not comply with the conditions of admissibility referred
to in Rule 18(1) of the implementing regulation, the opposition is to be rejected as inadmissible unless the
deficiencies found are remedied before the expiry of the opposition period'.

38. According to the intervener, the applicant has oversimplified the Board of Appeal's reasoning. It points out
that paragraphs 2, 3 and 13 of the contested decision show, first, that the applicant did not include a
representation of the SPA THERMES mark or a certificate of registration of that mark in the notice of
opposition, second, that it provided information in respect of one only of the earlier marks, although the
notice of opposition referred to several marks relating to goods in Class 32, and, third, that the deadline for
opposition expired on 27 October 1998. The applicant did not provide the necessary information before that
date, as prescribed by Rule 18(1) of the implementing regulation. The applicant did not produce a certificate
of registration until 1 December 2000, and also omitted to provide a representation of the earlier mark
concerned.

39. The intervener observes, moreover, that the applicant conceded before the Fourth Board of Appeal of
OHIM that a clear identification of the earlier mark concerned is different from mere identification. It is
unreasonable for the opponent to expect OHIM to search the register in the Member State concerned to
identify that mark when that information is available to the opponent.
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Identification of the mark must enable the Board of Appeal of OHIM to adjudicate on the disputes before it.
The function of OHIM is to determine, on the basis of a clear identification of the earlier right relied on in
support of the opposition, whether an application for registration which is prima facie acceptable should be
rejected. The notice of opposition should facilitate that task.

40. The intervener states that the aim pursued by Rule 18(1) of the implementing regulation is not only to
provide information for the applicant for the mark against which the opposition is brought but also to inform
OHIM of the factual circumstances relating to the opposition, and hence to enable it to adjudicate on the
dispute. According to the intervener, the applicant did not fulfil that objective of Rule 18(1) of the
implementing regulation.

41. Finally, the intervener recalls that the Opposition Division rejected the opposition as inadmissible because
the file did not contain any clear indication as to the exact form of the unregistered trade mark'.

Findings of the Court

- Interpretation of Rule 18(1) of the implementing regulation

42. Under Rule 18(1) of the implementing regulation, where the notice of opposition does not clearly identify
the application against which opposition is entered or the earlier mark or the earlier right on the basis of
which the opposition is being entered, [OHIM] shall reject the notice of opposition as inadmissible unless
those deficiencies have been remedied before expiry of the opposition period'.

43. It is common ground that in the present case the applicant omitted to represent in the notice of opposition
the word mark SPA registered in Benelux under No 389 230, whose reputation it relies on in support of its
opposition on the basis of Article 8(5) of Regulation No 40/94. It must therefore be determined whether the
clear identification required by Rule 18(1) of the implementing regulation required a representation of that
mark.

44. It should be observed, first, that the French-language version of Rule 18(1) of the implementing regulation
refers to a clear indication (l'acte d'opposition n'indique pas clairement') while the English-language version of
that rule refers to a clear identification (the notice of opposition does not clearly identify'). The need for a
uniform interpretation of the language versions of a provision of Community law requires that, in the case of
divergence between them, the provision must be interpreted by reference to the general scheme and purpose of
the rules of which it forms part (Case C449/93 Rockfon [1995] ECR I4291, paragraph 28, and Case C72/95
Kraaijeveld and Others [1996] ECR I5403, paragraph 28). In the present case, the aim of Rule 18 of the
implementing regulation is that the indication of the earlier mark on which the opposition is based should be
sufficiently clear for OHIM and the other party to the proceedings to be able to identify it. In the light of that
objective, the terminological divergence between those two language versions does not give rise to any
contradiction.

45. It must be noted, next, that under Rule 18(1) of the implementing regulation the Opposition Division has
no obligation to call on the opponent to remedy the lack of a clear indication of an earlier mark.

46. Moreover, contrary to the intervener's submissions, in the absence of any express reference, it is not
possible to infer from Rule 15(2)(b)(vi) of the implementing regulation an obligation to represent the earlier
mark in the context of Rule 18(1) of that regulation.

47. Accordingly, Rule 18(1) of the implementing regulation must be interpreted as requiring a sufficiently
clear indication of the earlier mark on which the opposition is based to enable it to be identified, before
expiry of the opposition period.
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- Clear indication of the SPA mark

48. The Court must therefore ascertain whether, in the present case, the notice of opposition contained enough
sufficiently precise information to allow a clear identification of the SPA mark registered in Benelux under No
389 230.

49. The Court considers that the indication of the registration number of the mark on which the opposition is
based and of the Member State in which it is registered constitutes a clear identification for the purposes of
Rule 18(1) of the implementing regulation.

50. In the present case, it is common ground that the notice of opposition included the following statements:

- Reputation: in a Member State';

- Member State: Benelux (Registration No 389 230 of 21 February 1983)';

- The opposition is based on: Class 32: Mineral and aerated waters and other non-alcoholic drinks; syrups and
other preparations for making beverages'.

51. Moreover, the Court observes that other sections of the notice of opposition, in particular those relating to
the grounds of opposition, indicated that there [was] a likelihood of confusion, including a likelihood of
association, between the Community trade mark SPAFORM and the SPA marks... on which the opposition is
based' and that SPA Monopole... enjoy[ed] a reputation for its trade marks for goods in Class 32 in Benelux'.

52. In the light of that evidence, the conclusion must be that the earlier mark concerned was clearly identified
in the notice of opposition. That conclusion cannot be called into question by the arguments put forward by
the intervener.

53. As regards, first, the argument concerning confusion between the marks on which the opposition was
based, the Court points out that the case-file shows that the applicant did not rely, in the context of Article
8(5) of Regulation No 40/94, on the SPA THERMES mark registered in Benelux under No 555 229 but on
the SPA mark registered in Benelux under No 389 230. Moreover, the reference to several marks in the notice
of opposition does not lead to confusion, since, even if that document does indeed refer to several SPA
marks, each of them bears a different registration number.

54. As regards, next, the argument that the applicant did not produce a certificate of registration of the SPA
mark, it suffices to recall that Rule 18(1) of the implementing regulation does not require, for the purposes of
a clear identification of the earlier mark, the production of a certificate of registration (see paragraph 49
above). That conclusion is confirmed by Rule 16(2) of the implementing regulation, which provides that [i]f
the opposition is based on an earlier mark which is not a Community trade mark, the notice of opposition
shall preferably be accompanied by evidence of the registration or filing of that earlier mark, such as a
certificate of registration'. Non-compliance with that rule can be regularised, as in the present case, in
accordance with Rule 16(3), within a period following commencement of the opposition proceedings.

55. As regards, moreover, the argument concerning the earlier practice of the Boards of Appeal, the Court
points out that the decisions of OHIM are not binding on the Community judicature (see, to that effect, Joined
Cases T79/01 and T86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002] ECR II4881, paragraph 32). In
any event, the decisions mentioned by the intervener concerned marks which had not been the subject of
earlier registration, so that a representation of them appeared essential to ensure that they were clearly
identified. That is not so in the present case, since the earlier mark is a registered word mark whose
registration number and Member State of registration are clearly indicated (see paragraph 49 above).
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56. It follows from all the foregoing that the intervener's plea in law is well founded. The contested decision
must therefore be annulled in so far as it declares inadmissible the opposition based on Article 8(5) of
Regulation No 40/94 as regards the SPA mark registered in Benelux under No 389 230.

Costs

57. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since OHIM has been unsuccessful, in that the
decision of the Board of Appeal has been annulled in part, it must be ordered to pay the applicant's costs, as
applied for by the applicant. Since the intervener has been unsuccessful, it must bear its own costs.
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JUDGMENT OF THE COURT OF FIRST INSTANCE (Fourth Chamber) 

7 September 2006 (*) 

(Community trade mark – Opposition proceedings – Earlier figurative marks representing a fir tree 
including, in certain cases, verbal elements – Application for figurative mark containing the verbal 

element ‘Aire Limpio’ – Likelihood of confusion – Article 8(1)(b) and Article 73 of Regulation (EC) No 
40/94) 

In Case T-168/04, 

L & D, SA, established in Huercal de Almeria (Spain), represented initially by M. Knospe, and
subsequently by S. Miralles Miravet and A. Castedo Garcia, lawyers, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented by J. García Murillo, acting as Agent, 

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court
of First Instance, being 

Julius Sämann Ltd, established in Zug (Switzerland), represented by A. Castán Pérez-Gómez and 
E. Armijo Chávarri, lawyers, 

APPLICATION for partial annulment of the decision of the Second Board of Appeal of OHIM of 15
March 2004 (Case R 326/2003-2) relating to opposition proceedings between Julius Sämann Ltd and
L & D, SA, 

THE COURT OF FIRST INSTANCE  
OF THE EUROPEAN COMMUNITIES (Fourth Chamber), 

composed of H. Legal, President, P. Lindh and I. Wiszniewska-Białecka, Judges, 

Registrar: B. Pastor, Deputy Registrar, 

having regard to the application lodged at the Court Registry on 14 May 2004, 

having regard to the response of OHIM lodged at the Court Registry on 21 December 2004, 

having regard to the response of the intervener lodged at the Court Registry on 17 January 2005, 

further to the hearing on 12 January 2006, 

gives the following 

Judgment 

 Background to the case 

1        On 30 April 1996, L & D, SA, filed an application for a Community trade mark at the Office for
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Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended. 

2        The mark in respect of which registration was sought is the figurative mark, containing a verbal
element, reproduced below: 

  

3        The goods and services in respect of which registration of the mark was sought are in Classes 3, 5
and 35 of the Nice Agreement concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and
correspond, for each of those classes, to the following description: 

–        Class 3: ‘Perfumery, essential oils’; 

–        Class 5: ‘Scented air fresheners products’; 

–        Class 35: ‘Advertising; commercial business handling; commercial administration; office 
works’. 

4        On 29 June 1998, the trade mark application was published in Community Trade Marks Bulletin No 
47/98. 

5        On 29 September 1998, Julius Sämann Ltd filed a notice of opposition under Article 42 of
Regulation No 40/94 against the registration of the mark applied for. 

6        The opposition was based on a number of earlier trade marks. 

7        Those marks were, first, figurative Community trade mark No 91 991, lodged on 1 April 1996 and
registered in respect of goods in Class 5 of the Nice Agreement, reproduced below: 

  

8        Secondly, they were the international and national figurative marks, including in certain cases
verbal elements, which were the subject of international registrations Nos 328917, 612525, 178969,
216415, 328915, 328916, 475333 and 539068; Austrian registration No 109639; Swedish
registrations Nos 217829, 225214 and 89348; Spanish registration No 1575391; Danish registration
No 03157/1964; Finnish registrations Nos 109644 and 45548; German registration No 984362, in
respect of goods in Classes 3 and/or 5 of the Nice Agreement and which are reproduced below: 

                              

9        The opposition was based on all the goods protected by the earlier marks and covered all the goods
and services designated in the Community trade mark application. 
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10      In support of its opposition, the intervener relied on the relative grounds for refusal referred to in
Article 8(1)(b) and Article 8(5) of Regulation No 40/94. 

11      By decision of 25 February 2003, the Opposition Division of OHIM rejected the opposition in its
entirety.  

12      On 23 April 2003, the intervener filed a notice of appeal at OHIM, pursuant to Articles 57 to 62 of
Regulation No 40/94, against the decision of the Opposition Division. 

13      By decision of 15 March 2004 (‘the contested decision’), the Second Board of Appeal of OHIM 
allowed the intervener’s appeal in part. 

14      As regards the appeal based on Article 8(1)(b) of Regulation No 40/94, it was allowed in respect of
the goods in question. By contrast, in respect of the services in question, the appeal was dismissed
and the Board of Appeal confirmed the decision of the Opposition Division rejecting the opposition to
the registration. As regards the appeal based on Article 8(5) of Regulation No 40/94, the Board of
Appeal dismissed it in the absence of proof of damage to the earlier mark or of unfair advantage
taken of its distinctive character. 

15      As regards the assessment of the similarity of the conflicting marks, the Board of Appeal carried out
a comparison between, on the one hand, the mark in respect of which registration is sought and, on
the other, earlier Community trade mark No 91991, as a mark representative of the other earlier
marks. It found that that earlier Community trade mark had acquired a distinctive character as a
result of the use and well-known nature of another earlier mark, whose shape is essentially identical
to that of Community trade mark No 91991. 

16      The Board of Appeal pointed out that the conflicting marks were both made up of a fir tree shown
with branches formed by outgrowths and indents on the sides and a very short trunk on top of a
wider part serving as a base. 

17      It recalled that conceptual similarity can lead to a likelihood of confusion, in particular where the
earlier mark has a particular distinctive character, either per se or due to the fact that it is well
known to the public. 

18      According to the Board of Appeal, in the light of the evidence adduced, it appears that the earlier
mark was well known at least in a part of the Community, in particular in Italy, where its market
share was estimated to be more than 50%, and it had been the subject of prolonged use in that
same territory. 

19      The Board deduced from that evidence that the conceptual similarity of the two conflicting marks
could, at least in Italy, create a likelihood of confusion on the part of the public concerned. The
differences between the conflicting marks, essentially based on the fact that the fir tree of the mark
in respect of which registration is sought constitutes a frame in which there is the design of an
animated character and the verbal element ‘aire limpio’, would not prevent that likelihood of 
confusion because the mark in respect of which registration is sought could be perceived by the
public concerned as an amusing and animated variant of the earlier mark. 

 Forms of order sought by the parties 

20      The applicant claims that the Court of First Instance should: 

–        annul points 1 and 3 of the operative part of the contested decision, in so far as it, first, 
annuls in part the decision of the Opposition Division and refuses the registration of the mark 
applied for in respect of goods in Classes 3 and 5 and, secondly, orders each of the parties to 
bear the costs which it has incurred for the purposes of the opposition and appeal 
proceedings; 

–        order OHIM to pay the costs. 

21      OHIM and the intervener contend that the Court of First Instance should: 
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–        dismiss the application; 

–        order the applicant to pay the costs. 

 Law 

22      The applicant puts forward two pleas alleging respectively infringement of Article 8(1)(b) of
Regulation No 40/94 and infringement of Article 73 of that regulation. 

 The first plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94 

 
 Arguments of the parties 

23      The applicant submits that the assessment carried out by the Board of Appeal as regards the
similarity of the conflicting marks is incorrect. It argues that there is no similarity between those
marks and the findings relating to the distinctive character of the earlier mark are therefore
pointless. 

24      Two marks are similar where, from the point of view of the public concerned, there is at least
partial equality between them as regards their visual, phonetic and conceptual aspects. As regards
complex marks, it is necessary to verify that the similarity relates to an element inherent in
determining the overall impression given by those marks, namely an element which, on its own, can
dominate the image of that mark which the target public remembers. The assessment of the
dominant character of one or more particular constituents of a complex mark is carried out by
taking into account, inter alia, the inherent qualities of each of those constituents. If the
correspondence relates to a descriptive element for the products concerned, it cannot dominate the
overall impression given by that mark and it could not therefore be suggested that the marks are
similar. 

25      The Board of Appeal did not take account of those principles because it referred solely to the
existence of a ‘common denominator’ between the conflicting marks, without examining the visual, 
phonetic and conceptual correspondence and without establishing the importance of the possibly
corresponding element in the general impression given by the complex mark in respect of which
registration is sought. 

26      First of all, on a phonetic level, the earlier mark does not contain any verbal element. Any phonetic
similarity is therefore excluded. 

27      Next, on a visual level, the earlier mark is made up of the naturalistic representation of the
silhouette of a fir tree, on a square base, whereas the mark in respect of which registration is
sought is made up of the design of a humorous character with a particular facial appearance,
wrapped up in clothing the silhouette of which, in a very abstract form, calls to mind a fir tree and
draws the consumer’s attention to the verbal element ‘aire limpio’. The mark in respect of which 
registration is sought is therefore dominated equally by that humorous character and by the verbal
element ‘aire limpio’, thus precluding any visual similarity. 

28      Finally, on a conceptual level, the mere resemblance between the silhouettes of the two signs does
not permit the conclusion that there is a similarity. The fact that the silhouette of the humorous
character can call to mind the shape of a fir tree is irrelevant, since similarities in silhouette are not
conceptual similarities. Furthermore, the image of the silhouette is consigned to the background,
since the shape of the fir tree is affected by the image of the humorous character, to the point of
becoming a mere coat or a mere wrapping for that character, rather than the representation of the
image of a fir tree. 

29      The applicant concludes that there is no similarity between the marks. 

30      In the alternative, the applicant adds that, if the existence of a conceptual similarity were
acknowledged, the correspondence would not concern a dominant element of the mark, because the
silhouette of the fir tree cannot dominate the overall impression given by the mark in respect of
which registration is sought, which, on the contrary, is dominated by the fanciful and singular
representation of a humorous character and the writing ‘aire limpio’. Furthermore, the silhouette is 
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descriptive of the goods designated by the mark in respect of which registration is sought and cannot
therefore, in accordance with the case-law, dominate the overall impression given by that mark. 

31      In the further alternative, the applicant argues that, if the Court of First Instance did not rule out all
similarity between the conflicting marks, there would nevertheless be no likelihood of confusion,
because the mark in respect of which registration is sought is sufficiently removed from the earlier
mark. 

32      In addition, according to the applicant, the earlier mark cannot have wide-ranging protection 
because it has only weak distinctive character. 

33      First, the earlier mark has an insufficiently distinctive character for three reasons. Firstly, the
silhouette of the fir tree is descriptive of the goods such as deodorants and air fresheners. That
assessment is confirmed by the ‘practical directives for the examination of trade marks for goods
and services’ of the United Kingdom Patent Office. Secondly, the earlier mark, in the main, is made
up only of the shape of the product which is marketed under that mark. According to the case-law, 
the essential function of the mark cannot be fulfilled where the sign concerned is part of the
appearance of the product. This is so in the present case, since the goods concerned are made up of
only a flat tablet of a non-sticky porous material on which an aromatic substance is applied and the
outline of which corresponds to the silhouette of the mark, with the surface of those goods being
completely covered by the mark. Thirdly, the shape made up of the silhouette of a fir tree is
necessary to obtain the technical result sought by the product. Under Article 7 of Regulation No
40/94, shapes which are necessary to obtain a technical result are excluded from the registration of
the mark. In addition, the description of the functions of the product, as it appears in the application
for an American patent lodged by the intervener, proves that the shape of a conical tree used by the
intervener fulfils a technical function, namely the progressive and partial extraction of the
deodorant, which could easily be achieved by a shape such as that of the fir tree, a shape which also
appears in the patent designs. The applicant concludes that the intervener is now using trade mark
law to try to prevent third parties from using a shape previously protected by a patent. 

34      Second, the weak distinctive character of the earlier mark has not been able to be strengthened
subsequently by use of the mark in Italy making it more well known. In that respect, the applicant
submits that, according to the case-law, the fact that a mark is well known cannot be established
only on the basis of general and abstract data, such as particular percentages, and contends that
arguments relating to turnovers and advertising investments are not such as to determine the
distinctive character of a mark. 

35      The findings by the Board of Appeal as regards recognition that the earlier mark is well known are
vitiated by a number of errors. 

36      Firstly, the establishment of the earlier mark’s increased distinctive character in Italy could not 
have been based on only general indications regarding the volume of advertising and sales figures,
particularly because this is a product in everyday use which costs little. The quantity of goods sold
does not therefore have the same evidential value as that of lasting, prestigious or high quality
goods. 

37      Secondly, OHIM incorrectly relied on the fact that the intervener’s sales of air fresheners in Italy 
are greater than those of other air fresheners for vehicles and represent a market share which is
greater than 50%. The sales figures of the termly report of the Nielsen company, which are quoted
in the declaration under oath of the intervener’s managing director, do not concern the product 
covered by Community trade mark No 91991, but concern mainly the goods bearing the name
‘magic tree’, marketed under a trade mark which is different from mark No 91991. Furthermore,
those figures relate to 1997 and 1998, that is to say, a period very much later than the date on
which the Community trade mark application was filed. The figures relating to advertising
expenditure for 1996 and 1997 are inappropriate for the same reasons, since that advertising refers
to the air fresheners bearing the name ‘magic tree’ and is subsequent to 30 April 1996, the date on 
which the Community trade mark application was filed. 

38      Thirdly, in order to establish prolonged use of the earlier mark in Italy, the Opposition Division and
the Board of Appeal incorrectly relied on the fact that the mark had been used in Italy for a long
period and, in a form largely identical since 1954, was protected under international registration No
178969. In so doing, they incorrectly placed on the same footing the date of the trade mark
application and the actual use of that mark, whereas no proof had been provided as to use of
international trade mark No 178969 since its registration. Furthermore, registration No 178969
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concerns a mark which contains a white base and the verbal element ‘car freshner’, whereas registration 
No 91991 concerns a merely figurative mark. In addition, the registration in Class 5 does not relate
to the air freshener goods in question in the present case but to ‘disinfectants, bath products, 
insecticides, chemical goods’. 

39      Consequently, in view of its weak distinctive character, the earlier mark has reduced protection,
and slight differences from the mark in respect of which registration is sought are sufficient to rule
out any likelihood of confusion between the two signs. Thus, even if a conceptual similarity were
accepted, that would not be enough to create a likelihood of confusion. The image of the fir tree
does not present any fanciful motif and proof that mark No 91991 is well known has not been
adduced. 

40      At the hearing, the applicant also produced and relied on a judgment of the Tribunal Supremo
(Supreme Court, Spain) of 5 April 2005, which definitively gave it rights relating to Spanish mark
Aire Limpio No 2033859. 

41      The applicant concludes that the Board of Appeal erred in finding that there was a similarity
between the conflicting marks and that the intervener’s mark had distinctive character increased 
through use. There is in fact no likelihood of confusion in the mind of the consumer. 

42      OHIM submits that the overall comparison of the conflicting marks must, so far as concerns their
visual, aural or conceptual similarity, be based on the overall impression given by the marks,
bearing in mind, inter alia, their distinctive and dominant components. According to OHIM, the
proceedings before the Court of First Instance should concentrate on the perception which the
Italian public will have of the conflicting marks. 

43      On a visual level, OHIM points out that the earlier mark consists in the representation of the
silhouette of a fir tree with a very short trunk with protrusions and irregular indents on the sides, on
top of a wider part serving as a base. The mark in respect of which registration is sought, on the
other hand, is made up of an animated comical figure whose upper part is a triangular shape with
irregular sides, resembling the upper part of a fir tree, placed, at the level of its base, on the
representation of two large shoes. In the upper triangular part, in the centre, there appears the
representation of an animated face and two arms which seem to show the verbal expression ‘aire 
limpio’ in stylised characters. The conflicting marks have external characteristics in common, namely
a design of a triangular appearance with irregular sides, whose base, after becoming narrower, is
made up of a rectangular element. In spite of the contrast which results from the comical and
animated appearance and from the verbal element ‘aire limpio’, that graphic element assumes a 
clearly dominant character in the overall impression given by the sign and noticeably prevails over
the verbal element which cannot be perceived very clearly. 

44      On a phonetic level, the earlier mark, as a merely graphic sign, can be transmitted orally by way of
a description of the sign, whereas the mark in respect of which registration is sought is pronounced
with the help of its verbal element, namely ‘aire limpio’. 

45      On a conceptual level, OHIM argues that the conflicting marks will be associated by the target
public with the silhouette of a fir tree with a very short trunk, whose branches are formed by
protrusions and indents, on top of a rectangular element serving as a base. OHIM is of the opinion
that the Italian public will not attribute any particular meaning to the expression ‘aire limpio’ and 
will identify the two signs only by the semantic content of the two graphic representations. 

46      As regards the evaluation of the distinctive character of the earlier mark, OHIM submits that that
mark does not amount only to the representation of a fir tree. It is a graphic representation of a
more complex concept, namely the shape of a fir tree with certain particular characteristics such as
protrusions and indents, and a very short trunk placed on a rectangular platform serving as a base. 

47      As regards the argument that the shape of a fir tree is commonly used for the marketing of air
fresheners, the applicant did not, in the proceedings before OHIM, put forward any element proving
that, in the Italian market, the target public is, for that type of goods, used to the use of figures
whose shape shows similarities with the silhouette of a fir tree. 

48      If the shape of the product must actually be narrower in the upper part than in the lower part, the
technical result sought does not require the use of a shape corresponding to the concept of the
earlier mark, but can be obtained by means of a mere triangle with straight and regular sides or a
figure which is narrower in its upper part than in its lower part. The shape of the earlier mark is not
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therefore the only way of obtaining that result. 

49      As regards the assessment of the likelihood of confusion, OHIM points out that, in the present case,
since the goods concerned are for everyday use, the average consumer does not pay particular
attention at the time of their purchase. 

50      In view of the importance of the silhouette of the fir tree in the use made of the figurative mark
containing the verbal element ‘magic tree’ in Italy and also the domination of the graphic element,
OHIM argues that both the expression ‘magic tree’ and its omnipresent and striking graphic element 
(corresponding to the representation of the earlier mark on which the contested decision is based)
must be regarded as well known and frequently used by the public concerned. Consequently, OHIM
submits that the Board of Appeal rightly found that the earlier Community trade mark on which that
decision was based has a particularly distinctive character in Italy. 

51      OHIM adds that the advertisements were broadcast, according to the intervener, before the date on
which the registration application was filed and that such a large market share cannot have been
acquired very quickly. It is therefore not likely that sales in 1996 were low. 

52      Finally, OHIM submits that, under the principle stated in Case C-251/95 SABEL [1997] ECR I-6191, 
paragraph 24, the conceptual similarity between the conflicting marks could, in Italy, where the
earlier mark has a particularly distinctive character, create a likelihood of confusion which the
differences of style and animation between the marks cannot prevent. The mark in respect of which
registration is sought can be regarded as an amusing and animated variant of the earlier mark
widely known by the target public. 

53      The intervener firstly points out that the elements which distinguish the marks in question do not
affect the general impression of similarity. 

54      The goods designated by the disputed marks are sold in self-service areas of petrol stations or 
supermarkets and are acquired very quickly and without prior reflection. The consumer therefore
focuses his attention on the first element which comes to his mind when he looks at the marks,
namely the silhouette of the fir tree. 

55      Next, on a phonetic level, the difference made up by the writing ‘aire limpio’ is of no relevance to 
the consumer’s choice, because he pays attention solely to the appearance or external presentation
of the product. 

56      Finally, the conflicting signs are also similar on a conceptual level, because they use common
images which are the same as regards the idea represented, namely the silhouette of a small fir
tree, identify the product and point out to consumers its commercial origin. 

57      The intervener also objects to the description by the applicant of the mark in respect of which
registration is sought as the reproduction of a humorous character. 

58      Furthermore, the purely descriptive character of the silhouette of the fir tree for air fresheners or
deodorant products cannot be relied on in the absence of proof establishing that that silhouette has
become common in each of the relevant markets and/or that the courts of the countries concerned
have established that it was not valid as a mark. 

59      The intervener also agrees with the assessment of the Board of Appeal that the existence of a
likelihood of confusion is reinforced because of the highly distinctive character of the earlier mark,
which follows from its being well known. 

60      The intervener disputes the argument that, first, the earlier mark matches the shape of the product
and, secondly, that shape is necessary in order to obtain a technical result. First of all, that
argument must be rejected, because it was raised for the first time before the Court of First
Instance. Next, in any event, since the earlier marks are not three-dimensional marks but figurative 
marks, that ground is not relevant. Finally, the graphic elements claimed by the intervener’s marks 
do not represent the shape necessary for the purpose of marketing the product. 

61      Similarly, the Board of Appeal rightly took the view that the distinctive character of the earlier mark
had been increased through the use of the mark and the opposing arguments of the applicant
cannot be accepted. 
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62      The intervener adds a number of arguments in that respect. 

63      Firstly, the sales figures do not lose their evidential value merely because, in the present case,
goods in everyday use are at issue. 

64      Secondly, the percentage of sales of the goods on the Italian market is supplemented by other
evidence relating to the marks’ being well known on that market. 

65      Thirdly, even if it is true that the report of the Nielsen company refers to 1997 and 1998, its
content, in the light of the other evidence adduced, allows the presumption that, during the years
immediately before, the sales percentages of the goods marketed under the intervener’s marks 
were probably similar to those of the period 1997-1998. Furthermore, in determining the distinctive 
character of an earlier national mark, relied on against a later trade mark application, it is not
possible to disregard evidence showing use of the national mark relied on in support of the
opposition, during the period immediately after the date on which the Community trade mark
application was filed and before the date on which the opposition was brought. 

66      The intervener concludes that the Board of Appeal rightly held that there was a likelihood of
confusion within the meaning of Article 8(1)(b) of Regulation No 40/94, as regards the goods in
Classes 3 and 5. 

 Findings of the Court  

–        Preliminary observations 

67      Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to
the earlier trade mark and the identity or similarity of the goods or services covered by the trade
marks, there exists a likelihood of confusion on the part of the public in the territory in which the
earlier trade mark is protected. Furthermore, under Article 8(2)(a) of Regulation No 40/94, ‘earlier 
trade marks’ means Community trade marks, trade marks registered in a Member State or under
international arrangements, with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark. 

68      Furthermore, even though Article 8 of Regulation No 40/94 does not contain a provision similar to
Article 7(2) to the effect that an application to register a trade mark may be refused where an
absolute ground for refusal obtains in only part of the Community, the same solution should be
applied in the present case. It follows that registration must also be refused even where the relative
ground for refusal obtains in only part of the Community (Case T-355/02 Mühlens v OHIM –
ZirhInternational(Sir/ZIRH) [2004] ECR II-791, paragraph 36, and Case T-312/03 Wassen 
International v OHIM – Stroschein Gesundkost (Selenium Spezial A-C-E/SELENIUM-ACE [2005] ECR 
II-0000, paragraph 29).  

69      In the present case, the opposition to the registration was based on a number of the intervener’s 
marks containing the representation of a fir tree. In examining that opposition, the Board of Appeal
relies mainly on Community trade mark No 91991 as a mark which is representative of the other
marks relied on in support of the opposition. 

70      In the contested decision, the Board of Appeal held that the conflicting marks were similar, in
particular on a conceptual level, and that there was a likelihood of confusion. That conclusion
followed from the finding that earlier Community trade mark No 91991, protected since 1 April
1996, and made up of the shape of a fir tree, had a particularly distinctive character in Italy. That
finding was itself based on the acceptance of the prolonged use and well-known nature in Italy of 
the international mark ARBRE MAGIQUE, represented by the same shape of a fir tree and in addition
containing a verbal element. 

71      It must therefore be examined at the outset whether the Board of Appeal legitimately held that
earlier Community trade mark No 91991 had been able to acquire a particularly distinctive character
owing to the prolonged use of another registered mark, namely the mark ARBRE MAGIQUE, and also
because of prolonged use in Italy, and that mark could be considered to be well known there. 

–       The particularly distinctive character of the earlier Community trade mark 
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72      It must first of all be stated that the case-law accepts that a mark has a particularly distinctive
character, either per se or because of the reputation it enjoys with the public (SABEL, cited in 
paragraph 52 above, paragraph 24). 

73      Next, it should be remembered that the acquisition of the distinctive character of a mark may also
be as a result of its use as part of another registered trade mark. It is sufficient that, in
consequence of such use, the relevant class of persons actually perceives the product or service,
designated by the earlier marks, as originating from a given undertaking (see, to that effect, Case
C-353/03 Nestlé [2005] ECR  
I-6135, paragraphs 30 and 32). 

74      It should therefore also be accepted that the particularly distinctive character of a mark can be
acquired because of its prolonged use and its being well known as part of another registered trade
mark, in so far as the target public perceives the mark as indicating the origin of the goods from a
specific undertaking. 

75      In the present case, the question whether the Board of Appeal legitimately held that earlier
Community mark No 91991 had been able to acquire a particularly distinctive character owing to its
use as part of another registered mark must therefore be answered in the affirmative if earlier
Community mark No 91991 can be regarded as part of the mark ARBRE MAGIQUE. 

76      In that respect, the Board of Appeal rightly took the view that the representation of the silhouette
of the fir tree, which plays a significant or even predominant role in the mark ARBRE MAGIQUE,
corresponds to the sign of earlier Community mark No 91991. Consequently, the Board of Appeal
was fully entitled to hold that earlier Community mark No 91991 constituted part of the earlier mark
ARBRE MAGIQUE. Accordingly, the first mark could have acquired a distinctive character following
its use as part of the second mark. 

77      Consequently, the Board of Appeal rightly examined all the evidence relating to the use and well-
known nature of the mark ARBRE MAGIQUE in order to establish the prolonged use, the well-known 
nature and, therefore, the particularly distinctive character of part of that mark, namely earlier
Community mark No 91991. 

78      As regards, in the present case, the actual examination of the evidence by the Board of Appeal, the
contested decision rightly states that it is apparent from the evidence in the case-file, namely 
essentially the documentation produced on 8 November 1999 in the opposition proceedings brought
by the intervener, that, as part of a registered mark, namely the mark ARBRE MAGIQUE, earlier
mark No 91991 was the subject of prolonged use in Italy, is well known there and therefore has a
particularly distinctive character. 

79      The contested decision thus takes into consideration the prolonged use of the mark ARBRE
MAGIQUE and the fact that annual sales of the goods marketed under that mark exceed 45 million
units and sales in Italy thus represented a market share exceeding 50% in 1997 and in 1998. In
addition, the contested decision takes account of the fact that the advertising costs incurred in Italy
for the promotion of those goods in 1996 and 1997 exceeded 7 billion Italian lire (that is EUR 3 615
198.29). 

80      The fact that the sales figures relate to 1997 and 1998 and that the advertising expenses concern
1996 and 1997, that is to say, dates subsequent to the filing of the application for registration of the
mark by the applicant, namely 30 April 1996, is not sufficient to deprive those elements of their
evidential force for the purpose of finding that earlier mark No 91991 is well known. 

81      According to the case-law, data subsequent to the date of filing an application for a Community
trade mark can be taken into account where it enables the drawing of conclusions on the situation
as it was on that date (Case T-262/04 BIC v OHIM (shape of an electronic lighter) [2005] ECR II-
0000, paragraph 82; see, to that effect, the order of the Court of Justice in Case C-192/03 P Alcon v 
OHIM [2004] ECR I-8993, paragraph 41, and the case-law cited). Such circumstances may make it 
possible to confirm or better assess the extent to which the trade mark concerned was used during
the relevant period (see, by analogy, order of the Court of Justice in Case C-259/02 La Mer 
Technology [2004] ECR I-1159, paragraph 31). 

82      The Board of Appeal was therefore able legitimately to hold that such subsequent circumstances
allowed conclusions to be drawn on the situation as it was on the date of filing the application for
registration of the mark by the applicant and enabled the well-known nature of mark No 91991 on 
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that same date to be confirmed. 

83      It should be stated in particular that a market share of 50% in 1997 and 1998 can have been
acquired only progressively. The Board of Appeal did not therefore err in holding, essentially, that
the situation was not appreciably different in 1996. 

84      The fact that the data concerned were subsequent to the applicant’s filing of the application to 
register the mark, namely 30 April 1996, is not therefore sufficient to deprive them of their
evidential force as regards the finding that earlier mark No 91991 is well known. 

85      Furthermore, it is not possible to accept the applicant’s argument that the Board of Appeal was 
wrong to find that the earlier mark had a particularly distinctive character in Italy by relying solely
on general indications regarding the volume of advertising and sales figures. Admittedly, according
to the case-law relied on by the applicant, the distinctive character of a mark cannot be shown to
exist solely by reference to general, abstract data, such as predetermined percentages (Case
C-299/99 Philips [2002] ECR I-5475, paragraph 62). Nevertheless, it should be stated, firstly, that 
that case-law concerns the acquisition of the distinctive character of a mark which is the subject of 
an application for registration and not, as in the present case, the assessment of whether a
registered mark which has already acquired distinctive character is well known. Secondly, in order
to establish, in the present case, whether the mark is well known, the Board of Appeal did not only
take into account general indications, such as specific percentages, but also the prolonged use of
the mark ARBRE MAGIQUE, which, furthermore, the applicant did not dispute. 

86      It is also necessary to reject the applicant’s argument that the Board of Appeal was wrong to rely
on the fact that the earlier mark had had protection in an essentially identical form since 1954,
under registration No 178969. The applicant cannot profitably argue that the Board of Appeal placed
the date of the application for the mark on the same footing as the date of actual use of the mark
CAR FRESHNER No 178969 without any proof being adduced as to its use since its registration. As
has already been stated and confirmed by OHIM at the hearing, the Board of Appeal relied on the
established use in Italy of the mark ARBRE MAGIQUE and not on the use of the mark CAR
FRESHNER. The contested decision admittedly states that the mark CAR FRESHNER has been
registered since 1954 but, as regards prolonged use, it refers to the mark ARBRE MAGIQUE. 

87      It follows from the foregoing that the Board of Appeal was correct in holding that the prolonged use
and well-known nature of the mark ARBRE MAGIQUE, and consequently of mark No 91991, in Italy,
which are perceived as indicating the origin of the goods from a specific undertaking, were
sufficiently proven. 

88      In view of the well-known nature in Italy of earlier Community mark No 91991, stemming, in
particular, from its prolonged use as part of the mark ARBRE MAGIQUE and the well-known nature 
of the latter in that territory, it must be found that the Board of Appeal did not err in finding that it
has a particularly distinctive character in Italy. 

–       The similarity of the goods 

89      In the present case, the finding by the contested decision of the similarity of the goods designated
by the earlier mark and by the mark in respect of which registration is sought in Classes 3 and 5 is
not disputed by the parties. 

90      Furthermore, the applicant’s argument that the international registration of the mark CAR
FRESHNER for goods in Class 5 relates not to the air freshener goods at issue in the present case,
but to ‘disinfectants, bath products, insecticides, chemical goods’, is without foundation. It is not 
disputed that that mark was also registered for ‘air purification products, … perfumery, essential oils 
…’, which are in Class 3. 

–       The similarity of the marks 

91      According to the case-law, two marks are similar where, from the point of view of the relevant
public, they are at least partially identical as regards one or more relevant aspects (Case T-6/01 
MatratzenConcord v OHIM – HuklaGermany(MATRATZEN/Matratzen Markt Concord) [2002] ECR II-
4335, paragraph 30). 

92      In the present case, on a visual level, the graphic element contained in the mark in respect of
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which registration is sought has a clearly dominant character in the overall impression given by the sign
and noticeably prevails over the verbal element. The name ‘aire limpio’, in view of the small size of 
the characters used and its placement inside the design representing a fir tree, is fairly blurred
compared with the graphic element. 

93      Contrary to the applicant’s assertions, the overall impression which is given by the design is not
that of a comical character, but actually that of an image resembling a fir tree. The design of the
face and arms of the comical character is integrated into the central part of the fir tree and, at the
level of the base, the design of the two shoes spread 180 degrees apart takes the shape of a base.
The comical and animated appearance given by the features of that character gives a fanciful
impression to the graphic representation of the fir tree, and the mark in respect of which
registration is sought can be regarded by the public as an amusing and animated variant of the
earlier mark. The mark in respect of which registration is sought is therefore made up of a sign, the
predominant element of which is a silhouette resembling a fir tree, which constitutes the earlier
mark. It is that element which will mainly be perceived by the consumer and will determine his
choice, particularly because the present case concerns products that are in everyday use and sold
on a self-service basis. 

94      On a visual level, the graphic representation corresponding to a fir tree therefore appears as the
dominant element in the overall impression given by the mark in respect of which registration is
sought. 

95      On a conceptual level, the signs in question are both associated with the silhouette of a fir tree. In
view of the impression which is given by this and the fact that the expression ‘aire limpio’ has no 
particular meaning for the Italian public, their conceptual similarity must be confirmed. 

96      It follows that the Board of Appeal was fully entitled to hold that, by using images which are the
same as regards the idea represented, namely the silhouette of a fir tree, the conflicting marks were
similar on a conceptual level. On a phonetic level, there is a difference resulting from the fact that
the earlier mark, which is a purely graphic mark, can be transmitted orally by way of a description
of the sign, whereas the mark which is the subject of the application for registration can be
expressed orally by reading out its verbal element, namely ‘aire limpio’. 

–       The likelihood of confusion 

97      According to established case-law, the risk that the public might believe that the goods or services
in question come from the same undertaking or, as the case may be, from economically-linked 
undertakings, constitutes a likelihood of confusion. According to that case-law, the likelihood of 
confusion must be assessed globally on the basis of the perception that the relevant public has of
the signs and goods or services in question and taking into account all factors relevant to the
circumstances of the case, inter alia the interdependence between the similarity between the signs
and that between the goods or services identified (Case T-162/01 LaboratoriosRTB v OHIM –
GiorgioBeverlyHills(Giorgi/GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 30 to 32). 

98      The global assessment of the likelihood of confusion, as far as concerns the visual, aural or
conceptual similarity of the conflicting signs, must however be based on the overall impression given
by them, bearing in mind, inter alia, their distinctive and dominant components (Case T-292/01 
Phillips-VanHeusen v OHIM – PashTextilvertriebundEinzelhandel(PASH/BASS) [2003] ECR II-4335, 
paragraph 47). 

99      In addition, it should be stated that, the more distinctive the earlier mark, the greater will be the
likelihood of confusion. It is therefore not impossible that the conceptual similarity resulting from
the fact that two marks use images with analogous semantic content may give rise to a likelihood of
confusion where the earlier mark has a particularly distinctive character, either per se or because of
the reputation it enjoys with the public (SABEL, cited in paragraph 52 above, paragraph 24). 

100    In the present case, given that the goods in question are goods in everyday use, the relevant public
is the average consumer, who is deemed to be reasonably well informed and reasonably observant
and circumspect. The average consumer of the goods in question will not pay particular attention at
the time of purchasing them. 

101    The consumer will therefore normally himself choose the goods in question and will therefore have
a tendency to trust mainly the image of the mark applied to those goods, namely the silhouette of a
fir tree. 
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102    Consequently, in view of, first, the similarity of the goods in question and the visual and conceptual
similarity of the marks in question and, secondly, the fact that the earlier mark has a particularly
distinctive character in Italy, it must be held that the Board of Appeal did not err in finding that
there was a likelihood of confusion. 

103    That conclusion is not undermined by the arguments expounded by the applicant. 

104    In the first place, the applicant’s argument that the earlier mark has weak distinctive character
owing to the fact that the silhouette of the fir tree is descriptive of the goods in question is without
foundation. As OHIM rightly points out, the earlier mark is not the mere representation, faithful to
reality, of a fir tree. The fir tree represented is stylised and has other particular characteristics: it
has a very short trunk and is placed on a rectangular platform serving as a base. Furthermore, as
has already been held, in view of its being well known, the earlier mark has acquired a particularly
distinctive character. In addition, the applicant’s argument based on the guidelines of the United 
Kingdom Patent Office, which confirm the descriptive character of the silhouette of the fir tree for
the goods concerned, is of no relevance because the Community trade mark regime is an
autonomous system with its own set of rules and objectives peculiar to it and applies independently
of any national system and the legality of decisions of the Boards of Appeal must be evaluated
solely on the basis of Regulation No 40/94, as interpreted by the Community Courts (Case T-31/03 
Grupo Sada v OHIM – Sadia (Sadia/Grupo Sada) [2005] ECR II-1667, paragraph 84). 

105    In the second place, it is necessary to reject the applicant’s arguments seeking to show that the 
earlier mark should not have been registered because, firstly, it was essentially made up only of the
shape of the product which is marketed under that mark and, secondly, the shape of the earlier
mark, namely the silhouette of a fir tree, was necessary to obtain the technical result sought by the
product. The applicant cannot, in any event, in opposition proceedings, rely on an absolute ground
for refusal precluding valid registration of a sign by a national office or by OHIM. The absolute
grounds for refusal contained in Article 7 of Regulation No 40/94 do not fall to be examined as part
of opposition proceedings and that article is not one of the provisions in relation to which the legality
of the contested decision must be appraised (Case T-186/02 BMI Bertollo v OHIM – Diesel 
(DIESEL/dieselit) [2004] ECR II-1887, paragraph 71). 

106    Finally, in the third place, the judgment of the Tribunal Supremo of 5 April 2005, produced and
relied on by the applicant at the hearing, which is said definitively to confer on it rights in relation to
Spanish mark Aire Limpio No 2033859, is of no relevance in the present case. As has already been
stated, the legality of decisions of the Boards of Appeal must be evaluated solely on the basis of
Regulation No 40/94, as interpreted by the Community Courts (Sadia/Grupo Sada, cited above in 
paragraph 104, paragraph 84). 

107    It follows from the foregoing that the first plea, alleging infringement of Article 8(1)(b) of
Regulation No 40/94, must be rejected as unfounded. 

 The second plea, alleging infringement of Article 73 of Regulation No 40/94 

 Arguments of the parties  

108    The applicant argues that the contested decision was taken in breach of Article 73 of Regulation No
40/94. 

109    Under that article and the case-law, the statement of reasons on which a decision adversely
affecting a person is based must provide that person with the information necessary to enable him
to know whether that decision is well founded and enable the Community Courts to exercise their
power of judicial review (Case T-388/00 Institut für Lernsysteme v OHIM – Educational Services 
(Ils/ELS) [2002] ECR II-4301, paragraph 59). 

110    The Opposition Division, in its decision of 25 February 2003, and the Board of Appeal already
restricted their examination, first, to the mark in respect of which registration is sought and,
secondly, to Community registration No 91991 alone. However, in order to establish the existence of
a relative ground for refusal within the meaning of Article 8(1)(b) of Regulation No 40/94, the Board
of Appeal also relied on documents relating to other marks. Consequently, the grounds of the
contested decision concern earlier marks which the Board of Appeal itself excluded from the
comparative analysis in order to determine the existence of a likelihood of confusion. The grounds of
the contested decision are therefore incomplete and the Board of Appeal infringed Article 73 of
Regulation No 40/94. 
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111    OHIM, supported by the intervener, responds that the applicant had the possibility to refute the
content of the documents and the evidence on which the contested decision is based in order to
determine the well-known nature and prolonged use in Italy of mark No 91991, since those
documents were produced during the proceedings before the Opposition Division. Nevertheless, it
did not call into question the accuracy of that data. 

112    As regards the fact that the abovementioned documents concern a mark which had been excluded
from the comparison for reasons of procedural economy, that exclusion does not in any way mean
that those documents have no effect on the assessment which the Italian public has of the earlier
mark on which the contested decision is based. More precisely, OHIM never declared that the effect
of that exclusion was that the contested documents would not be taken into consideration in the
evaluation of the assessment by the Italian public of the mark on which the contested decision is
based, since the two marks relied on are the same as regards their graphic element. The contested
decision does not therefore infringe the procedural rights of the applicant, given that the latter could
have taken a view on the evidence and the documents which served to determine the well-known 
nature and prolonged use of the earlier mark. 

 Findings of the Court 

113    Under Article 73 of Regulation No 40/94, the decisions of the Office are to state the reasons on
which they are based. In addition, Rule 50(2)(h) of Commission Regulation (EC) No 2868/95 of 13
December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1) provides that the Board of
Appeal’s decision is to contain the reasons. In that respect, it must be considered that the scope of
the duty to state reasons thus laid down is the same as that arising from Article 253 EC (Case C-
447/02 P KWS Saat v OHIM [2004] ECR I-10107, paragraph 64; Joined Cases T-124/02 and T-
156/02 Sunrider Corporation v OHIM – Vitakraft-Werke Wührmann and Friesland Brands 
(VITRAKRAFT and VITA/VITATASTE and BALANCE and BALANS/META BALANCE 44) [2004] ECR II-
1149, paragraph 72). 

114    It is settled case-law that the statement of reasons required under Article 253 EC must show in a
clear and unequivocal manner the reasoning of the author of the act. That duty has two purposes:
to allow interested parties to know the justification for the measure so as to enable them to protect
their rights and to enable the Community judicature to exercise its power to review the legality of
the decision (Case C-350/88 DelacreandOthers v Commission [1990] ECR I-395, paragraph 15; 
KWSSaat v OHIM, cited in paragraph 113 above, paragraph 65; VITRAKRAFT and VITA/VITATASTE 
and BALANCE and BALANS/META BALANCE 44, cited in paragraph 113 above, paragraph 73). 

115    In addition, under Article 73 of Regulation No 40/94, decisions of OHIM may be based only on
reasons or evidence on which the parties concerned have had an opportunity to present their
comments. That provision relates both to factual and legal reasons and to evidence. 

116    However, the right to be heard extends to the factual and legal factors on which the decision-
making act is based, but not to the final position which the authority intends to adopt (Case T-
303/03 Lidl Stiftung v OHIM – REWE-Zentral (Solevita/SALVITA) [2005] ECR II-1917, paragraph 
62). 

117    In the present case, the contested decision shows in a clear and unequivocal manner the reasoning
of the Board of Appeal. As is apparent from the text of the contested decision, which sets out the
arguments put forward before the Board of Appeal by the applicant, the latter had an opportunity to
present its comments on all the factors on which the contested decision is based and also on the
use, by the Board of Appeal in its assessment, of the evidence relating to the use of the earlier
marks. 

118    Consequently, infringement of Article 73 of Regulation No 40/74 is not established and the second
plea must be rejected and the action in its entirety dismissed. 

 Costs 

119    Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party
is to be ordered to pay the costs if they have been applied for in the successful party’s pleadings. 

120    As the applicant has been unsuccessful, it must be ordered to pay the costs incurred by OHIM and
by the intervener, in accordance with their pleadings. 
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On those grounds, 

THE COURT OF FIRST INSTANCE (Fourth Chamber) 

hereby: 

1.      Dismisses the action; 

2.      Orders the applicant to pay the costs. 

 

Delivered in open court in Luxembourg on 7 September 2006. 

 

* Language of the case: Spanish. 

Legal  Lindh Wiszniewska-Białecka 

E. Coulon          H. Legal 

Registrar        President 
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2005. GfK AG v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Application for the Community word mark Online Bus - Earlier figurative trade mark composed of

the word "BUS" and a figure made up of three interlaced triangles - Genuine use of the earlier mark -
Article 15(2)(a) and Article 43(2) and (3) of Regulation (EC) No 40/94 - Likelihood of confusion -

Article 8(1)(b) of Regulation No 40/94. Case T-135/04.

In Case T135/04,

GfK AG, established in Nuremberg (Germany), represented by U. Brückmann and R. Lange, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by T.
Lorenzo Eichenberg, acting as Agent,

defendant,

the other party to the proceedings before OHIM being

BUS - Betreuungs- und Unternehmensberatungs GmbH, established in Munich (Germany),

APPLICATION for annulment of the decision of the First Board of Appeal of OHIM of 4 February 2004
(Case R 327/2003-1), relating to opposition proceedings brought by the owner of a German figurative mark,
composed of the word BUS' and a figure made up of three interlaced triangles, against the registration of the
Community word mark Online Bus for services in Class 35,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Lindh and V. Vadapalas, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Court Registry on 8 April 2004,

having regard to the response lodged at the Court Registry on 29 September 2004,

further to the hearing on 8 June 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 15 November 1999 the applicant submitted an application for a Community trade mark to the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community Trade Mark (OJ 1994 L 11, p. 1), as amended.
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2. The trade mark in respect of which registration was sought was the word mark Online Bus.

3. Registration was requested for services covered by Class 35 of the Nice Agreement on the International
Classification of Goods and Services for the purposes of the Registration of Marks of 15 June 1957, as
revised and amended, and corresponding to the following description: drawing up statistics in the fields of
economics, marketing, market research and market analysis, business consultancy, organisation consultancy,
professional business consultancy, news agency services in the field of economics'.

4. The application was published in Community Trade Marks Bulletin No 57/2000 of 17 July 2000.

5. On 6 October 2000, BUS - Betreuungs- und Unternehmensberatungs GmbH brought opposition
proceedings against the registration of the mark applied for in respect of all the services to which the trade
mark application related. The company based its opposition on the likelihood of confusion with its German
trade mark, registered on 12 September 1988 for, inter alia, business consultancy', covered by Class 35, and
protecting the figurative sign reproduced below:

>image>136

>image>137

6. The applicant having requested that proof of the use of the earlier trade mark be submitted, pursuant to
Article 43(2) and (3) of Regulation No 40/94, the other party to the proceedings before OHIM furnished proof
of the use of the sign reproduced below:

>image>138

>image>139

.

7. By decision of 25 February 2003 the Opposition Division upheld the opposition.

8. On 29 April 2003, the applicant filed an appeal with OHIM, pursuant to Articles 57 to 62 of Regulation
No 40/94, against the Opposition Division's decision.

9. By decision of 4 February 2004 (Case R 327/20031), notified to the applicant on 13 February 2004 (the
contested decision'), the First Board of Appeal of OHIM rejected the appeal. It considered, first, that the
figurative element made up of interlaced triangles and the word bus' were the two distinctive elements of the
earlier trade mark. The use of the sign, which had been proven, had not undermined the distinctive character
of the registered trade mark. Next, the Board of Appeal found that, although there was little similarity
between the trade marks at issue at the visual level, they were similar aurally, which, given the high degree of
similarity between the services in question, provided proof of a likelihood of confusion on the part of the
relevant German public.

Forms of order sought

10. The applicant claims that the Court should:

- annul the contested decision;

- reject the opposition of the other party to the proceedings before OHIM;

- order OHIM to pay the costs.

11. OHIM contends that the Court should:

- dismiss the action;
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- order the applicant to pay the costs.

The scope of the form of order sought by the applicant

12. As regards the first head of claim, the applicant restricted it, at the hearing, to a request for the
annulment of the contested decision only so far as it concerns the services market research and market
analysis' designated in its trade mark application.

13. This request must be interpreted as meaning that the applicant is merely seeking a partial annulment of
the contested decision (see, to that effect, Case T194/01 Unilever v OHIM (Ovoid tablet) [2003] ECR
II383, paragraph 14). Such a request is not, as such, contrary to the prohibition in Article 135(4) of the Rules
of Procedure of the Court of First Instance on changing, before the Court, the subject-matter of the
proceedings before the Board of Appeal (see, in support, the Ovoid tablet judgment, paragraph 15). The
applicant must therefore be considered to have withdrawn its application to the extent that it requested the
annulment of the contested decision in respect of services other than the services market research and market
analysis'.

Admissibility

14. By its second head of claim, the applicant is essentially asking the Court to order OHIM to reject the
opposition against the registration of its trade mark.

15. It is appropriate to recall in that regard that, under Article 63(6) of Regulation No 40/94, OHIM is
required to take the measures necessary to comply with judgments of the Community Courts. Accordingly, it
is not for the Court of First Instance to issue directions to OHIM. It is for the latter to draw the appropriate
inferences from the operative part of the Court's judgments (see the judgment of the Court of First Instance in
Case T164/03 Ampafrance v OHIM - Johnson &amp; Johnson (monBeBé) [2005] ECR I-0000,
paragraph 24, and the caselaw cited). The applicant's second head of claim is therefore inadmissible.

Merits

16. The applicant raises two pleas in support of its action. The first alleges an infringement of Article
15(2)(a) and Article 43(2) of Regulation No 40/94. The second is based on an infringement of Article 8(1)(b)
of the same regulation.

The first plea, alleging an infringement of Article 15(2)(a) and Article 43(2) of Regulation No 40/94

Arguments of the parties

17. The applicant claims that, as the trade mark was not used in the form in which it had been registered,
the opposition should be rejected on the basis of the second sentence of Article 43(2) of Regulation No 40/94.

18. The relevant provision for assessing the use, in a different form from that registered, of the German trade
mark relied on in this instance is Paragraph 26(3) of the Gesetz über den Schutz von Marken und sonstigen
Kennzeichen (German law on trade marks, BGB1. 1994 I, p. 3082 and BGB1. 1995 I, p. 156, the
Markengesetz'), transposing into German law Article 10(2) of the First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1).
The applicant also cites a judgment of 13 April 2000 of the Bundesgerichtshof (Federal Court of Justice)
(Germany) on the interpretation of the abovementioned provisions of the Markengesetz.

19. In this instance, the applicant submits that the distinctive elements of the sign used differ from those of
the registered trade mark.
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20. First, the sign used does not contain the words Betreuungsverbund für Unternehmer und Selbständige
e.V.' The failure to include those words means that the public will not understand the meaning of the word
bus', which is the acronym of the previous owner of the earlier mark.

21. Next, in the registered sign the word bus' is written in black lettering and situated under the figurative
element made up of three interlaced triangles, while, in the sign used, it is in white lettering in a different
font, written in black rectangles and placed to the left of the symbol in question. In that context, account
should be taken of the fact that, since the earlier trade mark is a figurative mark, the typographical
presentation of the word bus' is itself protected. Consequently, its owner does not have as much discretion to
use it in a different form as, for example, in the case of a word mark.

22. Lastly, the colour of the figurative element made up of three interlaced triangles is different in the sign
used and this sign also includes an extra figurative element, namely, a black square.

23. All these differences alter the distinctive character of the trade mark relied upon, so that the public would
not associate it with the sign used.

24. OHIM points out that Regulation No 40/94 does not contain any express provisions on the use, in a
different form from that registered, of a national mark cited in support of the opposition. However, Article
10(2)(a) of Directive 89/104 includes a harmonised provision, similar to Article 15(2)(a) of Regulation No
40/94. Thus, it is necessary to apply that harmonised provision, in accordance with Article 15(2)(a) of
Regulation No 40/94 or the corresponding provision of Directive 89/104. Use of national legislation is
precluded, as the Community trade mark regime is an autonomous system

25. The distinctive character of the earlier trade mark relied on in this instance is not altered at all in the
form in which it is used. The removal of the element Betreuungsverbund für Unternehmer und Selbständige
e.V.' is insignificant, because this element is not only of secondary importance at the visual level, but also
constitutes a descriptive reference. The representation of the word bus' and the figurative element made up of
three interlaced triangles in negative form is acceptable as a current variation of the form registered, which
has no effect on its distinctive character. The addition of a black square is insignificant, since it is a basic
geometrical figure.

26. Finally, taking account of the objective of Article 15(2)(a) of Regulation No 40/94, a margin of
flexibility should be available to the owner of a trade mark when using it, in order to adapt the representation
of the protected sign to the norms of advertising graphics and the style of the period.

Findings of the Court

27. Under Article 43(2) of Regulation No 40/94:

If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community... In the absence of proof to this effect, the opposition shall be rejected.'

28. Article 43(3) of the same regulation makes that provision applicable to earlier national marks, substituting
use in the Member State where the earlier national mark is protected for use in the Community.

29. Pursuant to Article 15(2)(a) of Regulation No 40/94, use of the Community trade mark includes use in a
form differing in elements which do not alter the distinctive character of the mark in the form in which it was
registered'.
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30. In this instance, given that the trade mark invoked in support of the opposition is a national trade mark,
the subject of the first plea must first be clarified: in reality the applicant alleges that the Board of Appeal
infringed the combined provisions of Article 43(2) and (3) of Regulation No 40/94.

31. Next, it must be stated that, by virtue of the combined application of Article 15(2)(a) and Article 43(2)
and (3) of Regulation No 40/94, proof of genuine use of an earlier national or Community trade mark on
which opposition proceedings against an application for a Community trade mark are based also includes proof
of use of the earlier mark in a form that differs in respect of elements which do not alter the distinctive
character of that trade mark in the form registered (see, to this effect, the judgment of the Court of First
Instance in Case T156/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO AIRE)
[2003] ECR II-2789, paragraph 44).

32. Consequently, the reference made by the applicant to national law is not relevant.

33. Having regard to those considerations, it is appropriate to consider whether the form used of the earlier
trade mark contains differences which alter its distinctive character.

34. Firstly, the two forms of the earlier mark, namely, that registered and that used, include the word bus'
and a figurative element made up of three interlaced triangles, whose distinctive character is not disputed by
the parties.

35. As regards the different presentation of those elements in the form used, neither the typography of the
word bus' nor the colours of the earlier trade mark, black and white, are particularly original or unusual in
either of the two forms of the earlier trade mark. The variation of them is thus not such as to affect the
distinctive character of that trade mark.

36. Secondly, so far as concerns the reference Betreuungsverbund für Unternehmer und Selbständige e.V.', it
must be noted that the assessment of the distinctive or dominant character of one or more components of a
complex trade mark must be based on the intrinsic qualities of each of those components, as well as on the
relative position of the different components within the arrangement of the trade mark (see, to that effect,
Case T6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR II-4335,
paragraphs 33 to 35).

37. In the present case, the reference in �question is a string of words, written in small characters and
occupying a secondary position, at the bottom of the sign. Its meaning (Association for the assistance of
businessmen and the self-employed, registered association) refers to the services in question. Therefore, in the
light of the descriptive content of that element and its accessory position in the presentation of the sign, it
must be held that it is not distinctive.

38. That conclusion is not called into question by the applicant's argument that the removal of the element in
question renders meaningless the word bus', which constitutes the acronym of the former owner of the earlier
mark. The parties agree that the word bus' has an intrinsic distinctive character. Even assuming that the
relevant public were to notice that it may also constitute an acronym, its distinctive character is not affected
by the removal of the explicative element.

39. Nor is that conclusion weakened by the argument, advanced by the applicant at the hearing, that the
words at issue refer to the former owner of the sign and, thus, individualise the earlier trade mark. Even if it
is conceded that the words refer to the name of the trade mark's former owner, that fact would have no effect
on the assessment of that element's descriptive content and of its place in the visual presentation of the sign,
which, here, support the conclusion that the element lacks distinctive character.

40. Concerning, lastly, the black square in the form used, which is absent in the registered form, it is a basic
geometrical figure and, for that reason, has no distinctive character. That conclusion
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is not influenced by its position in the form used.

41. It follows from the foregoing that the form used of the earlier trade mark used does not contain any
differences such as to alter the distinctive character of that trade mark for the purpose of the combined
provisions of Article 15(2)(a) and Article 43(2) and (3) of Regulation No 40/94. The Board of Appeal was,
therefore, fully entitled to hold that use of the opponent's trade mark had been proven.

42. Consequently, the first plea must be rejected.

The second plea, based on an infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

43. The applicant submits that the Board of Appeal was wrong in considering the earlier trade mark to be
dominated by the word bus', common to both signs, and the signs at issue to be similar.

44. Firstly, the earlier trade mark contains other distinctive elements which characterise the overall impression
it creates. In particular, the earlier trade mark's figurative element depicts an elaborate graphical shape, with a
strong distinctive character. In some cases, only the figurative element of the earlier trade mark is used by the
other party to the proceedings before OHIM. It is thus at least as important as the word bus'. The element
Betreuungsverbund für Unternehmer und Selbständige e.V.' is important since it explains the meaning of the
acronym bus'.

45. Secondly, the word bus', by itself, is not capable of characterising the earlier trade mark because of its
weak distinctive character, having regard to the services concerned. A number of trade marks containing the
word bus' are registered in class 35 and, on the internet, the word bus' is very often used with the term
marketing'.

46. Thus, the signs at issue are not similar. At the visual level, the earlier trade mark is characterised by the
figurative element, which is missing in the trade mark applied for. At the aural level, the word mark applied
for, Online Bus', is considerably longer and, therefore, different from the word bus' in the earlier trade mark.
Furthermore, as the word online' is situated at the beginning of the word sign, it should be accorded more
importance at the aural level. As regards the conceptual point of view, the word bus' in the earlier trade mark
suggests a means of public transport, while the sign Online Bus refers to the field of computing. Thus, the
concepts of the signs at issue are also different.

47. OHIM contends, citing the judgment in MATRATZEN (paragraphs 33 and 34), that the overall
impression created by a complex trade mark may be dominated by a single element. The similarity of the
signs at issue follows from the concordance of the dominant element.

48. As regards the aural comparison of the signs at issue, the Board of Appeal rightly conceded that they
were highly similar, the word bus' being dominant in each of them.

49. The applicant's argument designed to demonstrate the weak distinctive character of the word bus' was
submitted for the first time before the Board of Appeal and is out of time for the purpose of Article 74(2) of
Regulation No 40/94.

50. Moreover, it was not substantiated in the application. The list of registered trade marks containing the
word bus' does not constitute appropriate evidence, since the weakening of distinctive character can only be a
consequence of trade marks that have been used. The internet search as to the combined use of the terms bus'
and marketing' does not furnish such proof. First, only a small part of the services at issue relate to
marketing. Secondly, it does not show whether the word bus' is used on the internet as a means of
distinguishing the services at issue. Lastly, the search includes the bus transport sector, with which this case is
not concerned, and it is not limited
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to Germany, which constitutes the relevant territory.

51. The signs at issue are also similar at the visual and conceptual levels.

52. Concerning the visual comparison, the earlier trade mark is not characterised visually by its figurative
element. Generally, the public refer to the words in complex trade marks. In the present case, the value that
may be attached to the figurative element is at best comparable to that of the dominant verbal element bus'.

53. Concerning the conceptual comparison, the term bus' constitutes, in both signs, a current abbreviation in
Germany for Autobus or Omnibus. In this respect, by analogy with the judgments of the Court of First
Instance in Cases T186/02 BMI Bertollo v OHIM - Diesel (DIESELIT) [2004] ECR II-0000, paragraph
58, and T115/03 Samar v OHIM - Grotto (GAS STATION) [2004] ECR II-0000, paragraph 36, there is
a conceptual similarity between the signs at issue.

Findings of the Court

54. Under Article 8(1)(b) of Regulation No 40/94, the trade mark applied for shall not be registered if,
because of its identity or similarity to an earlier trade mark and the identity or similarity of the goods or
services covered by the earlier trade mark and the trade mark applied for, there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is protected.

55. According to settled case-law, the likelihood of confusion must be assessed globally, according to the
perception which the relevant public has of the signs and the goods or services in question and taking into
account all factors relevant to the circumstances of the case, in particular, the interdependence between the
similarity of the signs and the similarity of the goods or services designated (see the judgment of the Court of
First Instance in Case T162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO
BEVERLY HILLS) [2003] ECR II2821, paragraph 33, and the case-law cited).

56. In the present case, the parties dispute neither the definition of the relevant public used by the Board of
Appeal nor the finding of a high degree of similarity between the services in question (paragraphs 25 and 26
of the contested decision). On the other hand, the applicant claims that the trade marks at issue are not similar
and that there is no likelihood of confusion between them. The examination of the present plea must therefore
be limited to those two aspects.

57. According to settled case-law, the global assessment of a likelihood of confusion must, as regards the
visual, aural or conceptual similarity of the marks in question, be based on the overall impression created by
them, bearing in mind, in particular, their distinctive and dominant components (see, by analogy, concerning
the interpretation of Directive 89/104, the judgments of the Court of Justice in Cases C251/95 SABEL
[1997] ECR I-6191, paragraphs 22 and 23, and C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819,
paragraph 25).

58. In the case in point, it should be pointed out that one of the components of the signs at issue, namely
the word bus', is identical.

59. It should be noted in this connection that the fact that one component of the signs at issue is identical
does not lead to the conclusion that the signs are similar unless it constitutes the dominant element in the
overall impression created by each of those signs, such that all the other components are insignificant
(MATRATZEN , paragraph 33).

60. The Board of Appeal considered (paragraph 22 of the contested decision) that the word bus' constituted
the dominant element of the trade mark applied for and one of the dominant elements of the earlier trade
mark.
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61. The applicant contends that the word bus' is not very distinctive in relation to the services in question
and therefore does not, by itself, characterise the signs at issue.

62. It relies, firstly, on the submission presented for the first time at the hearing, that the term bus' refers to
a type of survey used when carrying out market research.

63. However, that submission of fact, which had not previously been raised before any of the bodies of
OHIM, may not be taken into account by the Court of First Instance. It follows from Article 74(1), in fine, of
Regulation No 40/94, under which, in proceedings relating to relative grounds for refusal of registration,
OHIM is to be restricted in its examination to the facts, evidence and arguments provided by the parties and
the relief sought, that it is not required, of its own motion, to take into consideration facts which were not put
forward by the parties (judgment in Case T296/02 Lidl Stiftung v OHIM - REWE-Zentral
(LINDENHOF) [2005] ECR I-0000, paragraph 31). It follows that no contention of illegality on the part of
OHIM may be made regarding matters of fact which were not submitted to it.

64. Secondly, the applicant quotes the results of searches carried out on the internet as well as on the
Cedelex trade marks database. OHIM contends that that evidence, presented for the first time before the Board
of Appeal, was submitted out of time.

65. According to the case-law, the Boards of Appeal may, subject only to Article 74(2) of Regulation No
40/94, allow the appeal on the basis of new facts relied on by the party who has brought the appeal or on the
basis of new evidence adduced by that party (judgment in Case T308/01 Henkel v OHIM - LHS (UK)
(KLEENCARE) [2003] ECR II3253, paragraph 26). Therefore, the evidence in question is admissible.

66. However, the searches submitted by the applicant are not sufficient to establish that the distinctive
character of the term bus' has been weakened with regard to the services concerned.

67. As regards the list of results obtained using the Google search engine, showing that the term bus' is very
often found on the internet next to the term marketing', such a search, defined by very general criteria, is not
enough to prove that there is an association between those two terms on the part of the relevant public. In
fact, it contains no information as to the use of the term bus' in the relevant territory to allow the services at
issue to be distinguished.

68. As regards the search of the Cedelex database, the mere fact that a number of trade marks relating to
Class 35 contain the word bus' is not enough to establish that the distinctive character of that element has
been weakened because of its frequent use in the field concerned. Firstly, the search in question does not
provide any information on the trade marks actually used in relation to the services concerned. Secondly, it
includes a number of trade marks in which the word bus' is used descriptively by public transport businesses.

69. The other words in the earlier trade mark, Betreuungsverbund für Unternehmer und Selbständige e.V.',
have no distinctive character and are therefore insignificant in the overall impression produced by that trade
mark (see paragraphs 37 to 39 above).

70. The word online' in the trade mark applied for cannot be regarded as the distinctive element. It is, in
fact, a well-known term, associated with internet communication. To the extent that that form of
communication may be used for the provision of the services in question, the term is descriptive. According to
settled case-law, the public will not, generally, consider a descriptive element forming part of a complex mark
to be the distinctive and dominant element in the overall impression conveyed by that mark (see Joined Cases
T117/03 to T119/03 and T171/03 New Look v OHIM - Naulover (NLSPORT, NLJEANS, NLACTIVE
and NLCollection) [2004] ECR I-0000, paragraph 34, and the case-law cited).
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71. If follows from the foregoing that the Board of Appeal was able to lawfully find that the word bus'
constituted the dominant verbal element in each of the two signs at issue.

72. The signs at issue should be compared in the light of those considerations.

73. Concerning the visual comparison, it should be noted that the Board of Appeal considered, in paragraph
20 of the contested decision, that the earlier mark was characterised by the verbal element bus' as well as by
its figurative element made up of three interlaced triangles. That assessment is not inconsistent with the
applicant's argument that the figurative element of the earlier mark is at least as distinctive as the word bus'.

74. Although there is a visual difference between the signs at issue, which must be taken into account during
the global assessment of the likelihood of confusion, this difference does not affect the fact that there is a
visual similarity created by the identical word bus', which constitutes the dominant element of the trade mark
applied for and, at the visual level, one of the dominant elements of the earlier trade mark.

75. Concerning the aural comparison, it must be concluded, taking account of the one identical dominant
word in the signs at issue (bus'), that they possess a high degree of aural similarity.

76. Concerning the conceptual comparison, the Board of Appeal correctly took the view that a conceptual
comparison of the signs at issue was not possible.

77. Although the applicant maintains that the sign Online Bus refers to the field of computing, that reference
is linked to the word online' in the trade mark applied for. As that word has no distinctive character within
the trade mark applied for, it cannot determine its underlying concept.

78. The Court cannot uphold the applicant's argument that the earlier mark refers to the concept of an
autobus, and there is no need to take a view on OHIM's argument that a like reference characterises both
signs. It is common ground that the services concerned have no link whatsoever with public transport. Even if
it is indeed the case that the conceptual analysis of a sign is not invalidated by the fact that the meaning of
that sign bears no relation to the services concerned, the fact remains that that meaning must be clear, so that
the relevant public are capable of grasping it immediately (see, to that effect, Case T292/01 Phillips-Van
Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II4335, paragraph 54).
In the circumstances, in view of the nature of the services in question, the relevant public will not
spontaneously associate the word bus' with a means of public transport.

79. Finally, as regards the global assessment of the signs at issue, it is possible that the mere aural similarity
between two trade marks may create a likelihood of confusion (Lloyd Schuhfabrik Meyer , paragraph 28, and
Case T99/01 Mystery Drink s v OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR II-43, paragraph
42).

80. In the light of all the preceding considerations and, in particular, of the high degree of similarity between
the services in question and the high degree of aural similarity between the trade marks at issue, the mere
visual difference between those trade marks created by the presence of the figurative element in the earlier
mark is not such as to preclude a likelihood of confusion in the present case. The relevant consumer, faced by
the trade marks in question, will remember only the word bus', which is present in both trade marks and
dominates their pronunciation. Therefore, the Board of Appeal correctly concluded that there was a likelihood
of confusion between the trade marks at issue.

81. As a result, the second plea cannot be upheld.

82. Accordingly, the application must be rejected in its entirety.
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Costs

83. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has applied for costs, the applicant must be ordered to pay the costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2006. Develey Holding GmbH &amp;
Co. Beteiligungs KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Three-dimensional mark - Shape of a plastic bottle - Refusal of

registration - Absolute ground of refusal - Lack of distinctive character - Earlier national trade mark -
Paris Convention - TRIPs Agreement - Article 7(1)(b) of Regulation (EC) No 40/94. Case T-129/04.

In Case T-129/04,

Develey Holding GmbH &amp; Co. Beteiligungs KG, established in Unterhaching (Germany), represented
by R. Kunz-Hallstein and H. Kunz-Hallstein, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

ACTION for annulment of the decision of the Second Board of Appeal of OHIM of 20 January 2004 (Case R
367/2003-2) rejecting the application for registration as a Community trade mark of a three-dimensional sign
in the form of a bottle,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and I. Pelikanova, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 1 April 2004,

having regard to the response lodged at the Registry of the Court of First Instance on 28 July 2004,

having regard to the Court's written questions to the parties of 23 May 2005,

further to the hearing on 12 July 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Pirrung���Meij����Pelikanova

Delivered in open court in Luxembourg on 15 March 2006.

Background to the dispute
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1. On 14 February 2002, the applicant filed an application with the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM) for a Community trade mark pursuant to Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, claiming
priority for an original filing in Germany on 16 August 2001.

2. The application concerned registration of a three-dimensional sign in the shape of a bottle and reproduced
below (the mark sought'):

>image>58

>image>59

3. The goods in respect of which registration of the sign was sought are in Classes 29, 30 and 32 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond for each class to the
following descriptions:

- Class 29: Peppers, tomato concentrate, milk and milk products, yoghurt, crème fraiche, edible oils and fats';

- Class 30: Spices ; seasonings; mustard, mustard products; mayonnaise, mayonnaise products; vinegar,
vinegar products; drinks made using vinegar; remoulades; relishes; aromatic preparations for food and essences
for foodstuffs; citric acid, malic acid and tartaric acid used for flavouring for foodstuffs; prepared horse-radish;
ketchup and ketchup products, fruit coulis; salad sauces, salad creams';

- Class 32: Fruit drinks and fruit juices; syrup and other preparations for drinks'.

4. By decision of 1 April 2003 the examiner rejected the application for registration pursuant to Article
7(1)(b) of Regulation No 40/94. The examiner held, firstly, that OHIM was not bound by earlier national
registrations and, secondly, that the shape of the mark sought had no particular and clearly identifiable
element permitting it to be distinguished from the usual shapes available on the market and giving it the
function of indicating its commercial origin.

5. The appeal brought by the applicant, based inter alia on the unusual and individual nature of the bottle in
question, was dismissed by the Second Board of Appeal by decision of 20 January 2004 (the contested
decision'). The Board of Appeal endorsed the reasoning of the examiner. It added that, in the case of a trade
mark consisting of the shape of the packaging, it was necessary to take into account the fact that the
perception of the relevant public was not necessarily the same as in the case of a word mark, a figurative
mark or a three-dimensional mark unrelated to the look of the product which it covers. The end consumer
would usually pay more attention to the label attached to the bottle than to the mere shape of the bare and
colourless container.

6. The Board of Appeal noted that the trade mark sought had no additional feature enabling it clearly to be
distinguished from the usual shapes available and to remain in the memory of consumers as an indication of
origin. It took the view that the particular perception referred to by the applicant would appear only after a
detailed analytical examination which the average consumer would not undertake.

7. Finally, the Board of Appeal noted that the applicant could not rely on the registration of the trade mark
sought on the German trade mark register since a national registration, although it may be taken into
consideration, is not decisive. Furthermore, according to the Board of Appeal, the registration documents
submitted by the applicant did not state the grounds on which the registration of the mark in question had
been granted.

Forms of order sought

8. The applicant claims that the Court should:
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- annul the contested decision;

- order OHIM to pay the costs.

9. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

10. The applicant puts forward four pleas in law, based respectively on OHIM's failure to discharge the
burden of proof, which constitutes a breach of Article 74(1) of Regulation No 40/94 (first plea), failure to
apply Article 6 quinquies (A)(1) of the Paris Convention for the Protection of Industrial Property of 20
March 1883, as last revised at Stockholm on 14 July 1967 and amended on 28 September 1979 (United
Nations Treaty Series, Vol. 828, No 11847, p. 108, the Paris Convention'), since OHIM deprived the earlier
national registration of protection (second plea), breach of Article 73 of Regulation No 40/94, Article 6
quinquies of the Paris Convention and Article 2(1) of the Agreement on Trade-Related Aspects of
Intellectual Property Rights, including trade in counterfeit goods, of 15 April 1994 (the TRIPs Agreement'),
since OHIM failed sufficiently to examine the earlier national registration (third plea), and breach of Article
7(1)(b) of Regulation No 40/94, since OHIM failed to recognise the distinctive character of the mark sought
and the fact that its features have no technical function (fourth plea).

The first plea in law, alleging breach of Article 74(1) of Regulation No 40/94

Arguments of the parties

11. The applicant takes the view that the Board of Appeal failed to fulfil its obligation under Regulation No
40/94 to prove the lack of distinctive character when it noted that the shape in question would be perceived as
that of a common bottle and not as an indicator of commercial origin without supporting its conclusion with
concrete examples. The applicant submits that it is for OHIM, which is required to examine the facts of its
own motion in the context of assessment of the existence of absolute grounds for refusal, to establish whether
the trade mark sought is devoid of distinctive character. It is only if OHIM can prove that the trade mark
sought is devoid of intrinsic distinctive character that the applicant for registration may then show that it has
acquired distinctive character through use.

12. At the hearing, the applicant added that the fact that the burden of proof lies on OHIM also follows from
Article 6 quinquies of the Paris Convention. According to the applicant, that article stipulates that protection
of a trade mark registered in a State signatory to the Paris Convention is to be the rule, refusal of protection
being an exception which must be interpreted strictly.

13. OHIM disputes the arguments of the applicant, noting that the examination of the facts of its own motion
is unrelated to the burden of proof. It adds that it cannot be required to prove a negative, namely the absence
of distinctive character. Finally, referring to the case-law of the Court of First Instance, OHIM submits that,
with regard to the lack of distinctive character, it is subject only to the obligation to give reasons. In the
same way, OHIM takes the view that it is clear from the case-law that it may rely on general information
based on experience, as was the case in the present matter, and that it is for the applicant for registration, as
necessary, to provide specific and substantiated information on the perception by the relevant consumers of
certain signs as indications of commercial origin.

Findings of the Court
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14. Firstly, it should be observed that the reference to the Paris Convention, made by the applicant at the
hearing, is irrelevant. Article 6 quinquies of the Convention, which deals with the protection and
registration of trade marks in another State signatory to the Paris Convention, contains no provisions
governing the allocation of the burden of proof in proceedings for registration of Community trade marks.

15. Secondly, it should be noted that, in the context of examination of the existence of absolute grounds for
refusal under Article 7(1) of Regulation No 40/94, the role of OHIM is to decide, after having assessed,
objectively and impartially, the circumstances of the case in question in the light of the applicable rules of
Regulation No 40/94 and the interpretation thereof given by the Community Courts, whilst allowing the
applicant to submit its observations and to know the reasons for the decision adopted, whether the application
for the trade mark falls under an absolute ground of refusal. That decision follows from a legal assessment
which, by its very nature, cannot be subject to an obligation of proof, the basis of that assessment being,
moreover, liable to be contested if an action is brought before the Court (see paragraph 18 below).

16. Pursuant to Article 74(1) of Regulation No 40/94, when considering the grounds of absolute refusal,
OHIM is required to examine of its own motion the relevant facts which may lead it to apply an absolute
ground of refusal.

17. If OHIM finds that there are facts justifying the application of an absolute ground of refusal, it is
required to inform the applicant for registration thereof and to allow it the opportunity of withdrawing or
amending the application or of submitting its observations, pursuant to Article 38(3) of the above regulation.

18. Finally, if it is minded to refuse the application for a trade mark on the basis of an absolute ground of
refusal, OHIM is required to give reasons for its decision pursuant to the first sentence of Article 73 of the
regulation. The giving of reasons has two purposes: to allow interested parties to know the justification for
the measure so as to enable them to protect their rights and to enable the Community judicature to exercise its
power to review the legality of the decision (see Joined Cases T124/02 and T156/02 Sunrider v OHIM -
Vitakraft-Werke Wührmann and Friesland Brands (VITATASTE and METABALANCE 44) [2004] ECR
II1149, paragraphs 72 and 73, and the case-law cited).

19. Thirdly, it should be noted that, where the Board of Appeal finds that the trade mark sought is devoid of
intrinsic distinctive character, it may base its analysis on facts arising from practical experience generally
acquired from the marketing of general consumer goods which are likely to be known by anyone and are in
particular known by the consumers of those goods (see, by analogy, Case T185/02 RuizPicasso and Others v
OHIM - DaimlerChrysler (PICARO) [2004] ECR II-1739, paragraph 29). In such a case, the Board of
Appeal is not obliged to give examples of such practical experience.

20. It is on that acquired experience that the Board of Appeal relied when it held, in paragraph 52 of the
contested decision, that the relevant consumers would perceive the trade mark sought as a normal bottle
intended to hold drinks, condiments and liquid foodstuffs and not as the trade mark of a particular
manufacturer.

21. Since the applicant claims that the trade mark sought is distinctive, despite the analysis of the Board of
Appeal based on the abovementioned experience, it is for the applicant to provide specific and substantiated
information to show that the trade mark sought has either an intrinsic distinctive character or a distinctive
character acquired by usage, since it is much better placed to do so, given its thorough knowledge of the
market (see, to that effect, Case T194/01 Unilever v OHIM (Oval tablet) [2003] ECR II383, paragraph
48).
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22. It follows that the applicant errs in submitting that, by failing to give such indications, the Board of
Appeal breached Article 74(1) of Regulation No 40/94. The first plea in law must therefore be rejected.

The second plea in law, alleging breach of Article 6 quinquies (A)(1) of the Paris Convention

Arguments of the parties

23. The applicant submits that, by deciding that the trade mark sought was devoid of distinctive character on
Community territory, OHIM in essence considered invalid and thus deprived of protection on German territory
the earlier German trade mark protecting the same sign, registered by the Deutsches Patent- und Markenamt
(German Patent and Trade Mark Office). The applicant takes the view that OHIM's conduct constitutes a
breach of Article 6 quinquies (A)(1) of the Paris Convention, which prohibits OHIM from declaring that
the trade mark may not be protected on the territory of the State signatory to the Paris Convention in which it
was registered.

24. OHIM submits that Article 6 quinquies (A)(1) of the Paris Convention stipulates that the trade mark
registered in the country of origin is to be protected abroad as is, namely as it was registered, subject to the
reservations stated in the article. Article 6 quinquies (B)(ii) expressly provides for refusal of registration
where there is a lack of distinctive character. It adds that the refusal of registration of a Community trade
mark does not entail annulment of a national registration protecting the same sign.

Findings of the Court

25. Assuming that OHIM is required to comply with Article 6 quinquies of the Paris Convention, it should
be noted, firstly, that it is on an incorrect premiss that the applicant bases its assertion that OHIM declared
invalid an existing registration in a State signatory to the Paris Convention. Pursuant to the fifth recital in the
preamble to Regulation No 40/94, the Community law relating to trade marks does not replace the laws of the
Member States on trade marks. Accordingly, the contested decision, by which registration of the trade mark
sought as a Community trade mark was refused, affects neither the validity nor the protection on German
territory of the earlier national registration. It follows from this that, contrary to the applicant's assertions,
OHIM did not deprive the earlier national registration of protection on German territory by adopting the
contested decision and thus did not breach Article 6 quinquies of the Paris Convention.

26. Secondly, inasmuch as, by this plea, the applicant claims that OHIM has failed to grant registration of
the trade mark sought pursuant to Article 6 quinquies (A)(1) of the Paris Convention, it should be noted, as
has OHIM, that Article 6 quinquies (B)(ii) provides for the possibility of refusing registration where the
trade mark sought is devoid of distinctive character. It follows that OHIM did not fail correctly to apply
Article 6 quinquies (A)(1) of the Paris Convention by simply applying to registration of the trade mark
sought the absolute ground of refusal laid down in Article 7(1)(b) of Regulation No 40/94, which precludes
registration of signs devoid of distinctive character. Since the basis of the finding of the Board of Appeal of
the lack of distinctive character of the trade mark sought is the subject of the fourth plea in law, there is no
need to consider it in the context of the present plea.

27. Consequently, the second plea must be rejected.

The third plea in law, alleging breach of Article 73 of Regulation No 40/94, of Article 6 quinquies (A)(1) of
the Paris Convention and of Article 2 of the TRIPs Agreement

Arguments of the parties

28. The applicant takes the view that OHIM failed sufficiently to examine the registration made earlier by the
Deutsches Patent- und Markenamt, relating to a sign identical to that covered by
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the trade mark sought. It considers that the Community trade mark and national registrations are linked
because of the possibility of claiming the latter's seniority. The applicant concludes from this that OHIM
must take into account earlier national registrations. In the alternative, it argues that it follows from the fact
that the legal basis, constituted by First Council Directive 89/104/EEC of 21 December 1988 to approximate
the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) and by Regulation No 40/94, is
the same that OHIM and the relevant national administration are to apply the same criteria laid down by the
two texts and that, consequently, OHIM is to give reasons for applying those criteria differently from the
national administration, that obligation flowing from Regulation No 40/94, the Paris Convention and the TRIPs
Agreement.

29. OHIM submits that the references to the Paris Convention and the TRIPs Agreement are irrelevant, since
those texts do not relate to the obligation to give reasons. It goes on to note that the reasons for a decision
must state clearly and unequivocally the considerations on which the competent authority based its decision.
According to OHIM, the contested decision complied with those requirements, since the Board of Appeal
noted that the earlier national registration was not binding in the Community trade mark regime.

Findings of the Court

30. As a preliminary point, the references made by the applicant to the Paris Convention and the TRIPs
Agreement must be disregarded. Unlike Regulation No 40/94, those two treaties do not lay down an obligation
to give reasons for decisions and therefore are devoid of relevance in the context of the present case.

31. It is also appropriate to reject the applicant's argument that the proprietor of a national mark may claim
seniority thereof in relation to an application for a Community trade mark covering the same sign and
identical goods or services. It is true, as the applicant stated, that, pursuant to Articles 34 and 35 of
Regulation No 40/94, where the proprietor of a Community trade mark who has claimed seniority for an
identical earlier national trade mark surrenders the earlier trade mark or allows it to lapse, he is to be deemed
to continue to have the same rights as he would have had if the earlier trade mark had continued to be
registered. However, those provisions cannot be intended to guarantee or have the effect of guaranteeing to
the proprietor of a national mark registration thereof as a Community trade mark regardless of the existence of
an absolute or relative ground of refusal.

32. Secondly, with regard to the alleged failure to examine the earlier German registration, it should be noted
that the Community trade mark regime is an autonomous system with its own set of objectives and rules
peculiar to it; it applies independently of any national system. Accordingly, the registrability of a sign as a
Community trade mark is to be assessed on the basis of the relevant Community legislation alone, so that
OHIM and, as the case may be, the Community Courts are not bound by a decision adopted in a Member
State finding the same sign to be registrable as a national trade mark. That is the case even where such a
decision was adopted by application of national legislation harmonised with Directive 89/104 (Case T106/00
Streamserve v OHIM (STREAMSERVE) [2002] ECR II723, paragraph 47).

33. Nevertheless, registrations already made in Member States are a factor which, without being decisive,
may be taken into account for the purposes of registering a Community trade mark (Case T-122/99 Procter
&amp; Gamble v OHIM (Soap bar shape) [2000] ECR II-265, paragraph 61; Case T-24/00 Sunrider v
OHIM (VITALITE) [2001] ECR II-449, paragraph 33; and Case T-337/99 Henkel v OHIM (Red and
white round tablet) [2001] ECR II-2597, paragraph 58). Those registrations may thus provide analytical
support for the assessment of an application for registration of a Community trade mark (Case T222/02
HERON Robotunits v OHIM (ROBOTUNITS) [2003] ECR II-4995, paragraph 52).
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34. It is appropriate to note that the Board of Appeal held in paragraph 55 of the contested decision as
follows:

... registration of the trade mark sought in the German trade mark register ... has no binding power for the
Community trade mark regime, which is an autonomous legal order independent of national trade mark
regimes. In addition, registrations already made in Member States are a factor which, without being decisive,
may merely be taken into account for the purposes of registering a Community trade mark. Furthermore, the
registration documents submitted by the applicant do not indicate on the basis of which grounds registration of
the sign was granted ...'

35. Thus, the Board of Appeal duly took into account the existence of the national registration, without, even
so, being in a position to examine the exact grounds which led the Deutsches Patent- und Markenamt to grant
registration of the national trade mark. Since those grounds were not known to it, they could not be useful to
it as analytical support.

36. Finally, with regard to the obligation to give reasons, the scope of which is set out in paragraph 18
above, it should be noted that paragraph 55 of the contested decision, cited in paragraph 34 above, explains in
a clear and unequivocal manner the reasons which led the Board of Appeal not to follow the decision of the
Deutsches Patent- und Markenamt. It should be added that that statement of reasons allowed, firstly, the
applicant to be aware of the grounds of the contested decision in order to defend its rights, which is shown
by the complaints submitted by the applicant in the second and third pleas in law in the present action, and,
secondly, the Court to exercise its power of review of the legality of the contested decision.

37. It follows from the foregoing that the third plea in law must be rejected.

The fourth plea in law, alleging breach of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

38. The applicant takes the view that, in the present case, the trade mark sought has the minimum level of
distinctiveness required by case-law. It notes in that regard that the overall impression created by the trade
mark sought is characterised by the thin bottle neck, the bottle's flattened and wide body, the greater part of
which, seen from the front and the back, is bulbous, the lower part finished in a roll and depressions arranged
symmetrically on the sides of the body of the bottle.

39. The applicant goes on to dispute OHIM's observation that the trade mark sought constitutes a mere
variation, minimal and limited, of typical shapes and that the mark has no additional feature which could be
considered striking, individual or original. It notes that neither individuality nor originality is a criterion of a
trade mark's distinctiveness. On the contrary, a minimum level of distinctiveness is sufficient for the trade
mark to be registrable. The applicant adds that there is no reason to apply a stricter criterion to assess the
distinctive character of a three-dimensional trade mark.

40. The applicant also disputes the assertion that consumers, when making their choice, are guided by the
label or the logo on the product and not by the shape of the bottle. It considers that, when making a
purchase, consumers are guided by the shape of the bottle, and only after having identified the goods desired
check their choice with the help of the label. It adds in that regard that the average consumer is quite
capable of perceiving the shape of the packaging of the goods concerned as an indication of their commercial
origin.

41. In the alternative, the applicant submits that there is no feature of the trade mark sought which is
technical in function.

42. OHIM submits that consumers do not generally make a correlation between the shape or packaging of the
goods and their origin, but to identify the commercial origin usually refer to the labels
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affixed to the package.

43. It adds that the features of the trade mark sought relied on by the applicant either constitute merely usual
design features or would be perceived by the target consumer only after an analysis which that consumer will
not undertake. It concludes that the trade mark sought will be perceived as a variant of the usual shape of
packaging for the corresponding goods and not as an indication of their commercial origin.

44. Finally, OHIM notes that whether the design features, considered in isolation, fulfil technical or
ergonomic functions is not important in the context of the assessment of distinctive character.

Findings of the Court

45. As a preliminary point, it should be recalled that the distinctive character of a mark must be assessed,
firstly, in relation to the goods or services in respect of which registration is applied for and, secondly, in
relation to the perception of it by the relevant public (Case T305/02 Nestlé Waters France v OHIM
(Shape of a bottle) [2003] ECR II5207, paragraph 29, and Case T399/02 Eurocermex v OHIM (Shape of
a beer bottle) [2004] ECR II1391, paragraph 19). The criteria for assessing the distinctive character of
three-dimensional marks consisting of the shape of a product are no different from those applicable to other
categories of trade mark (Case T305/02, paragraph 35, and Case T399/02, paragraph 22). Moreover, in the
context of the assessment of the distinctive character of a trade mark, the overall impression produced by that
trade mark must be analysed (T305/02, paragraph 39, and the case-law cited).

46. In the present case, the goods covered by the trade mark sought are foods for everyday consumption.
Consequently, the relevant public is all consumers. Accordingly, the distinctive character of the trade mark
sought should be assessed taking account of the presumed expectation of the average consumer, who is
reasonably well-informed and reasonably observant and circumspect (Case T305/02, paragraph 33, and Case
T399/02, paragraphs 19 and 20).

47. Firstly, with regard to the applicant's suggestion that, in the case of goods such as those at issue,
consumers make their choice on the basis of the shape of the packaging rather than with the help of the label,
it may be observed that average consumers are not in the habit of making assumptions about the origin of
products on the basis of their shape or the shape of their packaging in the absence of any graphic or word
element (Case C136/02 P Mag Instrument v OHIM [2004] ECR I9165, paragraph 30, and the case-law
cited). Likewise, consumers first see the bottles in which such goods are contained as a means of packaging
(Joined Cases T146/02 to T153/02 Deutsche SiSi-Werke v OHIM (Stand-up pouches) [2004] ECR
II447, paragraph 38). Since the applicant supplied no evidence to show why that case-law should not be
applied to the present case, its suggestion must be rejected.

48. It should be added that OHIM's disputed conclusion is not incompatible with the circumstance, raised by
the applicant, that the average consumer is quite capable of perceiving the shape of the packaging of goods
for everyday consumption as an indication of their commercial origin (Case T305/02, paragraph 34). Even if
that is the case, that general conclusion does not mean that all packaging of such goods has the distinctive
character required for registration as a Community trade mark. Whether a sign has distinctive character must
be assessed in each specific case in the light of the criteria set out in paragraphs 45 and 46 above.

49. Secondly, with regard to the four features which, according to the applicant, contribute to the bottle's
distinctiveness, it should be noted at the outset that the mere fact that that shape is a variant of a common
shape of a given type of product is not sufficient to establish that the mark is not devoid of any distinctive
character. It must in any case be determined whether such a mark permits the average consumer, who is
reasonably well informed and reasonably observant and
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circumspect, to distinguish the product concerned from those of other undertakings without conducting an
analytical examination and without paying particular attention (Mag Instrument v OHIM , paragraph 32).
The more closely the shape for which registration is sought resembles the shape most likely to be taken by
the product in question, the greater the likelihood of the shape being devoid of any distinctive character (Mag
Instrument v OHIM , paragraph 31).

50. With regard to the stretched neck and the flattened body, it is clear that the parameters of the trade mark
sought do not depart from the usual shape of a bottle containing goods such as those covered by the trade
mark sought. Neither the length of the neck and its diameter nor the proportion between the width and
thickness of the bottle is in any way individual.

51. The same conclusion applies to the roll. That is a usual design feature of bottles marketed in the sector
concerned.

52. The only characteristic in which the trade mark sought differs from the usual shape is constituted by the
lateral hollows. Unlike the examples supplied by OHIM, the trade mark sought has tight curves, almost
giving the appearance of semicircles.

53. However, even if that feature could be considered unusual, alone it is not sufficient to influence the
overall impression given by the trade mark sought to such an extent that it departs significantly from the norm
or customs of the sector and thereby fulfils its essential function of indicating origin (Mag Instrument v
OHIM , paragraph 31).

54. Taken as a whole, therefore, the above four features do not create an overall impression which might
serve to challenge that finding. It follows that, assessed by reference to the overall impression which it gives,
the trade mark sought is devoid of distinctive character.

55. That conclusion is not incompatible with the circumstance, put forward by the applicant, that neither
individuality nor originality is a criterion for distinctiveness of a trade mark. Even if the existence of
individual or original features does not constitute a condition sine qua non for registration, their presence, on
the contrary, may nevertheless confer the degree of distinctive character required on a trade mark which would
otherwise be devoid of distinctive character. That is why, after having assessed the impression given by the
bottle and held in paragraph 45 of the contested decision that the client will not obtain from the bottle itself,
as it is, any indication of commercial origin', the Board of Appeal considered whether the trade mark sought
had specific features which conferred on it the required minimum distinctiveness. Having held in paragraph
49 of the contested decision that such was not the case, it correctly concluded that the trade mark sought was
devoid of distinctive character.

56. Thirdly, with regard to the circumstance put forward by the applicant that the features characterising the
trade mark sought have no technical or ergonomic function, it should be noted that, even if that were proven,
it cannot affect the lack of distinctiveness of the trade mark sought. In so far as the relevant public perceives
the sign as an indication of the commercial origin of the goods or services, whether or not it serves
simultaneously a purpose other than that of indicating commercial origin, for example a technical purpose, is
unrelated to its distinctiveness (see, to that effect, Case T173/00 KWS Saat v OHIM (Shade of orange)
[2002] ECR3843, paragraph 30).

57. It follows that the fourth plea in law must also be rejected, and therefore the action dismissed.

Costs

58. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the costs, in accordance with the form of order
sought by OHIM.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)September 2005. Cargo Partner AG v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Word sign CARGO PARTNER - Absolute ground for refusal - Article 7(1)(b) of Regulation

(EC) No 40/94 - Absence of distinctive character. Case T-123/04.

In Case T123/04,

Cargo Partner AG, established in Fischamend (Austria), represented by M. Wolner, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by G.
Schneider, acting as Agent,

defendant,

ACTION brought against the decision of the First Board of Appeal of OHIM of 26 January 2004 (Case R
346/2003-1), in relation to the application for registration of the word sign CARGO PARTNER as a
Community trade mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, R. García-Valdecasas and V. Trstenjak, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 31 March 2004,

having regard to the response of OHIM lodged at the Court Registry on 9 July 2004,

further to the hearing on 9 March 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 14 May 2002, Cargo Partner AG filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark for which registration was sought was the word sign CARGO PARTNER.

3. The services in respect of which registration of the mark was sought are in Classes 36 and 39 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond
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to the following description:

- Class 36: Insurance';

- Class 39: Transport; packaging and storage of goods; travel arrangement'.

4. By decision of 19 March 2003 the examiner, in application of Article 7(1)(b) and (c) of Regulation No
40/94, refused the application for registration in respect of services of transport, packaging and storage of
goods in Class 39 on the ground of the absence of distinctive character and the descriptive character of the
word sign in question.

5. On 19 May 2003 the applicant lodged at OHIM a notice of appeal under Articles 57 to 62 of Regulation
No 40/94 against the examiner's decision to refuse registration of the mark for the services mentioned in
paragraph 3 above.

6. By decision of 26 January 2004 given in Case R 346/2003-1 (the contested decision'), the First Board of
Appeal of OHIM dismissed the appeal on the ground that the mark sought was devoid of any distinctive
character within the meaning of Article 7(1)(b) of Regulation No 40/94 and thereby confirmed the decision of
the examiner of 19 March 2003.

7. In assessing whether the word sign CARGO PARTNER was distinctive, the Board of Appeal stated that
the target public was the English-speaking public as a whole.

8. The Board essentially considered that, as regards their meaning in English, the terms cargo' and partner'
were devoid of any distinctive character in relation to the list of services at issue, consisting in transport
services and related services, such as packaging and storage of goods. The Board considered that the English
expression cargo partner' could be translated into German by Frachtpartner' or Transportpartner' and that the
formation of that expression was in conformity with the grammatical rules of the English language.

9. The Board of Appeal then stated, referring to an internet site, that the sign CARGO PARTNER was
already used to designate freight partners. The Board added that it was of no significance that as yet this
expression was not contained in any specialist dictionary.

10. The Board of Appeal considered that there was no evidence enabling it to assert that, taken as a whole
and viewed in relation to the services in question, the sign CARGO PARTNER represented more than the
sum of the elements of which it is composed. The Board concluded that that sign was devoid of the minimum
distinctive character required for the purposes of registration and, consequently, it was excluded from
registration by virtue of Article 7(1)(b) of Regulation No 40/94.

Forms of order sought by the parties

11. The applicant claims that the Court should:

- vary the contested decision so as to allow registration of the trade mark sought;

- in the alternative, refer the case back to OHIM;

- in any event, award costs to the applicant.

12. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

13. At the outset, OHIM raises three pleas of inadmissibility, two in relation to the admissibility of the
application as submitted and the third in relation to the admissibility of the first head
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of claim of the application. The applicant, on the other hand, maintains the admissibility of its application.

The first plea of inadmissibility

Arguments of the parties

14. OHIM pleads that the application is inadmissible on the ground that the applicant's representation does
not comply with Article 19 of the Statute of the Court of Justice. It draws attention to the fact that, under that
provision, parties other than the institutions and the Member States must be represented by a lawyer
authorised to practise before a court of a Member State. According to the application, the applicant is
represented by the limited liability company Gassauer-Fleissner Rechtsanwälte. However, that reference is
accompanied on the application by a signature which it was not possible to identify as corresponding to the
names Gassauer or Fleissner.

15. In its reply OHIM acknowledges that a legal person can also be authorised to practise the profession of
lawyer through its associates authorised to represent it. However, OHIM maintains that the representation of a
party by a legal person, in the circumstances of the present case, is not in conformity with Article 19 of the
Statute of the Court of Justice. At the hearing, OHIM observed that representation before the Court of First
Instance must be by a natural person whereas the applicant instructed a legal person to represent it.

16. OHIM also claims that the file contains no list of the associates authorised to represent
Gassauer-Fleissner Rechtsanwälte. OHIM claims that, even though there is a document which confirms the
authorisation of a certain Michael Wolner, that person is not mentioned as a representative either in the
authority issued by the applicant or in the application itself. Further, no extract from the business registry has
been presented in respect of Gassauer-Fleissner Rechtsanwälte.

17. OHIM infers that, at the time the application was lodged, the authorisation of the applicant's lawyers to
represent it before the Community Courts had not been established, which amounts to an infringement of
essential procedural requirements leading to the inadmissibility of the present application.

Findings of the Court

18. The effect of the third and fourth paragraphs of Article 19 of the Statute of the Court of Justice, which
governs the procedure before the Court of First Instance pursuant to the first paragraph of Article 53 of that
Statute, is that only a lawyer authorised to practise before a court of a Member State or of another State
which is a party to the Agreement on the European Economic Area (EEA) may validly undertake procedural
steps before the Court of First Instance on behalf of parties other than the States and the institutions (Order of
the Court of First Instance of 24 February 2000 in Case T-37/98 FTA and Others v Council [2000] ECR
II-373, paragraph 20, and Order of the Court of First Instance of 9 September 2004 in Case T-14/04 Alto de
Casablanca v OHIM - Bodegas Chivite (VERAMONTE) [2004] ECR II-0000, paragraph 9).

19. It follows from the first paragraph of Article 21 of the Statute of the Court of Justice, which also
governs the procedure before the Court of First Instance pursuant to Article 53, cited above, that the
application must be signed by a person entitled to represent the applicant in accordance with Article 19 of the
Statute of the Court of Justice (FTA and Others v Council , cited above, paragraphs 21 and 22).
Moreover, the first subparagraph of Article 43(1) of the Rules of Procedure of the Court of First Instance
requires the original of every pleading to be signed by the party's agent or lawyer. In fact, the handwritten
signature of the lawyer or agent representing a party, on the original of every procedural document, constitutes
the sole means of ensuring that responsibility for such a document is assumed by a person entitled to
represent the party before

© An extract from a JUSTIS database



62004A0123 European Court reports 2005 Page 00000 4

the Community Courts, in accordance with Article 19 of the Statute of the Court of Justice (FTA and Others
v Council , cited above, paragraphs 23 and 26).

20. As is clear from the annexes to the application, the Vienna Bar confirmed that Gassauer-Fleissner
Rechtsanwälte was registered on the list of companies practising the profession of lawyer and that it was
authorised to practise, through its associates authorised to represent it, the profession of lawyer in Austria and
to appear before all Austrian courts.

21. Further, contrary to the claims of OHIM, a list of the associates of Gassauer-Fleissner Rechtsanwälte is to
be found in the heading of the application, one of whom is Michael Wolner. As is clear from the file, he is
registered as a lawyer at the Vienna Bar.

22. It follows that Gassauer-Fleissner Rechtsanwälte can, notably through Mr Michael Wolner, practise the
profession of lawyer and appear before the Austrian courts.

23. In addition, in reply to a question posed by the Court of First Instance, Mr Wolner confirmed, by fax
received at the Court on 27 October 2004, that it was his signature that appeared on the documents lodged by
the applicant.

24. The first plea of inadmissibility raised by OHIM must therefore be rejected.

The second plea of inadmissibility

Arguments of the parties

25. OHIM maintains that the application does not fulfil the conditions of Article 44 of the Rules of
Procedure by reason of the brevity of the statement of the pleas made by the applicant, which are limited to
pleading the opposite of what was decided by the Board of Appeal. OHIM points out that, according to the
case-law of the Court, it is not sufficient to invoke an infringement of the law. It is, in fact, necessary to
substantiate such an allegation by legal or factual arguments (Case T43/92 Dunlop Slazenger v
Commission [1994] ECR II-441, paragraph 184, and Case T-77/92 Parker Pen v Commission [1994]
ECR II-549, paragraphs 99 and 100). Further, at the hearing, OHIM maintained that the applicant had put
forward in support of the present application the same arguments as those relied on before OHIM.

Findings of the Court

26. Under Article 21 of the Statute of the Court of Justice and Article 44(1)(c) of the Rules of Procedure,
every application is to contain a summary of the pleas in law on which it is based and that information must
be sufficiently clear and precise to enable the defendant to prepare its defence and the Court of First Instance
to rule on the action. The same considerations must apply to all claims, which must be accompanied by pleas
and arguments enabling both the defendant and the Court to assess their validity (Dunlop Slazenger v
Commission , cited above, paragraph 183).

27. In order to ensure legal certainty and the sound administration of justice, if an action is to be admissible,
the essential facts and law on which it is based must be apparent from the text of the application itself, at the
very least summarily, provided that the statement is coherent and comprehensible (Case T-387/94 Asia Motor
France and Others v Commission [1996] ECR II-961, paragraph 106, and Order of 29 November 1993 in
Case T-56/92 Koelman v Commission [1993] ECR II-1267, paragraph 21).

28. In this case the application satisfies the conditions of Article 21 of the Statute of the Court of Justice,
which governs the procedure before the Court of First Instance pursuant to the first paragraph of Article 53 of
that Statute, and Article 44(1)(c) of the Rules of Procedure. The applicant intends to challenge the finding of
the Board of Appeal according to which the word sign proposed for registration is devoid of any distinctive
character within the meaning of Article
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7(1)(b) of Regulation No 40/94. Although the statement of the evidence in support of the application is
succinct, it is sufficient to enable the Court to identify the arguments constituting the legal and factual basis
of the application.

29. The fact of repeating, wholly or in part, the arguments already invoked before OHIM and not simply
referring to them, does not amount to an infringement of Article 21 of the Statute of the Court of Justice or
Article 44 of the Rules of Procedure. Provided an applicant contests the interpretation or application of
Community law made by OHIM, the points of law examined by OHIM can be debated again in an action
before the Court. This forms part of the review by the courts to which the decisions of OHIM are subject
under Article 63 of Regulation No 40/94, according to which an action against decisions of the Boards of
Appeal may be brought in particular on grounds of infringement of the Treaty, of that regulation or of any
rule of law relating to their application.

30. The second plea of inadmissibility raised by OHIM must therefore be rejected.

The third plea of inadmissibility

Arguments of the parties

31. OHIM submits that the application is inadmissible in so far as the applicant seeks the variation of the
contested decision with the aim of having the sign CARGO PARTNER registered as a trade mark. In fact the
Court cannot authorise the registration of a mark sought. Firstly, it follows from Article 233 EC and Article
63(6) of Regulation No 40/94, as well as from the case-law, that OHIM is required itself to take the necessary
measures to comply with the judgments of the Community Courts (Case T-163/98 Procter &amp; Gamble
v OHIM (BABY-DRY) [1999] ECR II-2383, paragraph 53). Secondly, the next stage in the procedure for
registration as a Community trade mark is not registration of the mark sought, but the publication of the
application in accordance with Article 40 of Regulation No 40/94.

Findings of the Court

32. Under Article 63(6) of Regulation No 40/94, OHIM is required to take the measures necessary to comply
with the judgment of the Community judicature. Accordingly, the Court of First Instance is not entitled to
issue directions to OHIM. Where the Court accepts the pleas made by the applicant, it is for OHIM to draw
the appropriate inferences from the operative part of the Court's judgment and the grounds on which it is
based. A request to the Court for a direction to continue the registration procedure is therefore inadmissible
(Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform ) [2001] ECR II-433, paragraph
33, and Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 12).

33. However, in so far as the applicant, in its second head of claim, claims in the alternative that the case
should be referred back to OHIM, it implicitly requests the annulment of the contested decision.

34. Further, if, despite the wording of the form of order sought in the application, it is clear from the
application that the applicant seeks, in substance, the annulment of the contested decision, the application must
be considered to be admissible (Case T-169/94 PIA HiFi v Commission [1995] ECR II-1735, paragraph
17, and Order of 19 June 1995 in Case T-107/94 Kik v Council and Commission [1995] ECR II1717,
paragraph 30 and 32).

35. In this case, having regard to the content of the arguments which the applicant develops in support of its
claims, it must be considered that they in fact concern the annulment of the contested decision. In its
application the applicant submits arguments seeking to establish the illegality of the refusal to register the
word sign CARGO PARTNER.

36. Accordingly, in so far as the application is to be interpreted to that effect, it is admissible.
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Substance

37. The applicant bases its application on two pleas, the first alleging infringement of Article 7(1)(b) of
Regulation No 40/94 and the second alleging breach of the principle of non-discrimination.

The first plea in law alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

38. The applicant states that, according to the judgment in Case C-383/99 P Procter &amp; Gamble v
OHIM [2001] ECR I-6251, any perceptible difference between the terms of a word sign submitted for
registration and the terms used in the common parlance of the relevant class of consumers to designate the
goods or services or their essential characteristics is apt to confer distinctive character on that sign, enabling it
to be registered as a Community trade mark. The applicant adds that, where a combination of two words
gives rise, by itself, at least by association or allusion, to a number of meanings, the sign is deprived of any
descriptive function (Case T-193/99 Wrigley v OHIM (DOUBLEMINT) [2001] ECR II-417). When,
moreover, a combination of words allows room for the sign to have a suggestive effect, that suffices to confer
on it a distinctive character. The applicant relies in this regard on the judgment in Case T-87/00 Bank für
Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259.

39. The applicant also recalls that where a word can be easily and instantly memorised by the section of the
public targeted, taken as a whole it is inherently capable of being perceived by that public as a distinctive
sign. It is not necessary that the word have an additional element of imagination, be particularly original or
striking. A mark is based only on its ability to distinguish goods or services on the market from the goods or
services of the same kind offered by competitors (EUROCOOL , cited above).

40. The applicant maintains that, in this case, the denomination cargo partner' is totally unusual and thereby
capable of distinguishing the services which it provides. The applicant essentially bases this assertion on the
following three arguments. Firstly, in order to describe the services at issue, it is not the sign CARGO
PARTNER which is normal, but your partner for cargo' or similar expressions. For this reason, the
denomination at issue is already perceived by the public as distinguishing the services provided by the
applicant. Secondly, where the word partner' is used in relation to a company, the public expects it to be used
in the plural. In addition, as confirmed by the applicant at the hearing in this case, the word partner' is not
indicative of a method of organisation of the company, but a particular relationship with clients. Thirdly, the
denomination cargo partner' features in the business name of the applicant and has, for years, been capable of
distinguishing it from its competitors.

41. OHIM points out that a mark is devoid of any distinctive character within the meaning of Article 7(1)(b)
of Regulation No 40/94 where it is not capable of characterising goods or services according to their
commercial origin. This is usually the case where a mark is confined to characterising the type of goods or
services or to describing their characteristics.

42. OHIM states that the applicant does not refute the finding of the Board of Appeal, in paragraph 19 of
the contested decision, according to which the sign CARGO PARTNER is used by companies to designate
their commercial freight partner. According to OHIM, this was substantiated by the reference to an internet
site in the contested decision and can be corroborated by other examples, such as a communication from Air
France announcing itself as cargo partner' for two Picasso exhibitions in India and a communication from
Cargo Counts, a subsidiary of Lufthansa, according to which it is the new cargo partner' for Frankfurt airport.

43. According to OHIM the applicant's assertion that it is not partner' in the singular but
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partners' in the plural which is used in business is not at all proven and is manifestly incorrect.

Findings of the Court

44. Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character' are not to be registered. In addition, Article 7(2) of Regulation No 40/94 states that Paragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community'.

45. It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render inapplicable the ground for refusal set out in that article
(EUROCOOL , paragraph 39).

46. The absence of distinctive character cannot arise merely from the finding that the sign in question lacks
an additional element of imagination or does not look unusual or striking (EASYBANK , cited above,
paragraph 39).

47. The distinctiveness of a trade mark within the meaning of Article 7(1)(b) of Regulation No 40/94 means
that the mark in question makes it possible to identify the product or the service for which registration is
sought as originating from a given undertaking and therefore to distinguish the product or service from those
of other undertakings and, therefore, is able to fulfil the essential function of the trade mark (Case C-64/02 P
OHIM v Erpo Möbelwerk [2004] ECR I-0000, paragraph 42 and the case-law there cited).

48. A mark's distinctiveness can only be assessed, firstly, by reference to the goods or services in respect of
which registration is sought and, secondly, on the basis of the perception of that sign by the relevant public
(Case T-122/01 Best Buy Concepts v OHIM (BEST BUY) [2003] ECR II-2235, paragraph 22; Case
T305/02 Nestlé Waters France v OHIM (Shape of a bottle) [2003] ECR II-0000, paragraph 29; Case
T-402/02 Storck v OHIM (Shape of a sweet wrapper) [2004] ECR II-0000, paragraph 48, and OHIM v
Erpo Möbelwerk , cited above, paragraph 43).

49. In order to assess whether a word sign is capable of distinctiveness, it is therefore necessary to put
oneself in the shoes of a consumer speaking the language of that sign (BABY-DRY , cited above, paragraph
42).

50. In this case, since the services at issue are transport and the packaging and storage of goods, the target
public is the English-speaking public taken as a whole, as correctly concluded by the Board of Appeal in the
contested decision.

51. From the point of view of the English language, the sign CARGO PARTNER is not contrary to the
grammatical rules of that language and is not therefore unusual in its structure.

52. The word partner' is used in various contexts, including the supply of services, to describe relationships
of association or partnership by suggesting positive connotations of reliability and continuity (Case T-270/02
MLP Finanzdienstleistungen v OHIM (bestpartner ) [2004] ECR II-0000, paragraph 23).

53. The term cargo' indicates that the services at issue are freight services and the packaging and storage of
goods.

54. Therefore, it must be concluded that the terms cargo' and partner' are generic words which are
accordingly not capable of distinguishing the applicant's services from those of other undertakings.

55. As regards trade marks composed of words, such as the mark at issue here, the absence of distinctive
character must be determined not only in relation to each word taken separately but also in relation to the
whole which they form. Any perceptible difference between the terms of a word sign submitted for
registration and the terms used in the common parlance of the relevant class of consumers to
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designate the goods or services or their essential characteristics is apt to confer distinctive character on that
sign enabling it to be registered as a trade mark (BABY-DRY , cited above, paragraph 40).

56. In this case there are no elements which indicate that in English the expression cargo partner' has, in
common parlance, a meaning other than that of presenting the partner offering services of transport, packaging
and storage of goods. In relation to the terms which compose it, the sign CARGO PARTNER does not
present any additional characteristic capable of making the sign as a whole appropriate to distinguish the
services of the applicant from those of other undertakings in the mind of the relevant public.

57. It is the case that the applicant is established in Austria, a German-speaking country. However, since
registration may be refused once there are grounds for refusal in part of the Community, it is clear that, where
it is established that there is a ground for refusal in the English-speaking part of the Community, the existence
of such a ground in other parts of the Community does not affect the outcome of the present case (bestpartner
, cited above, paragraph 21).

58. Moreover, it must be stated for the sake of completeness that the two words cargo' and partner' can also
be used in German with substantially the same meaning as in English.

59. It follows that the sign CARGO PARTNER' is, from the point of view of the relevant public, devoid of
any distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 as far as services of
transport and packaging and storage of goods are concerned.

60. As regards the fact put forward by the applicant that the denomination CARGO PARTNER features in its
business name, it does not change the findings made up to this point.

61. It follows from the preceding considerations that the plea based on an infringement of Article 7(1)(b) of
Regulation No 40/94 cannot be accepted.

The second plea in law alleging breach of the principle of non-discrimination

Arguments of the parties

62. By its second plea the applicant claims in substance that the Board of Appeal failed to have regard to the
decision-making practice of OHIM by applying to its request for registration a considerably stricter criterion
than in the case of other applicants, in breach of the principle of non-discrimination. In this regard, it cites the
registration as trade marks of the signs Finishing Partner, Partner Marketing, Partner Store, YOUR
CULINARY PARTNER, INHOUSE-OUTSOURCING, TRANSEUROPA, alltravel, MEGATOURS, Data
Intelligence Group. According to the applicant, those marks, and in particular Finishing Partner, are not
different from the sign CARGO PARTNER. Accordingly, OHIM's practice in relation to registration supports
the registration of the sign CARGO PARTNER as a Community trade mark.

63. At the hearing, the applicant claimed that the present case was different from the case giving rise to the
bestpartner judgment, cited above, in three ways. Firstly, in that case, a specialist public was envisaged,
whereas in this case the target public is made up of average consumers. Secondly, bestpartner is more a
slogan than is CARGO PARTNER. Thirdly, whereas the word best' is an indication of the quality of the
undertaking concerned, this is not the case for the word cargo'.

64. OHIM concedes that parties in proceedings before it rightly expect comparable facts to give rise to
comparable decisions. However, that expectation must be distinguished from the question of whether the
parties to the proceedings may successfully rely on the outcome of parallel proceedings where the OHIM
examiner and the Board of Appeal, taking account of the relevant circumstances, reach in another case a result
which is not, or not entirely, in line with the first.
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65. According to OHIM, the applicant does not explain at all how the previous decisions of OHIM which it
cites are comparable to the situation in this case.

66. In addition OHIM states that, even if it is in fact a matter of comparable cases, its previous decisions are
not of binding legal effect. In this regard, it refers to the judgment in Case T-106/00 Streamserve v OHIM
(STREAMSERVE) [2002] ECR II-723, paragraph 66, according to which the legality of the decisions of
Boards of Appeal must be assessed solely on the basis of Regulation No 40/94, as interpreted by the
Community judicature, and not on the basis of a previous decision-making practice of those boards.

67. OHIM thereby concludes that if the previous decisions were unlawful they can in no way justify a new
unlawful decision. However, if they were lawful and in fact related to cases comparable to that at issue in the
contested decision, that decision could be annulled only on the ground of a misapplication of Regulation No
40/94 and not because of a breach of the principle of non-discrimination.

Findings of the Court

68. It must be remembered that, whilst it may be accepted that factual or legal grounds contained in an
earlier decision might constitute arguments to support a plea alleging infringement of a provision of
Regulation No 40/94, it does not take away from the fact that the legality of the decisions of Boards of
Appeal must be assessed solely on the basis of this regulation, as interpreted by the Community judicature,
and not on the basis of a previous decision-making practice (STREAMSERVE , cited above, paragraphs 66
and 69).

69. Two hypotheses therefore exist. If, by accepting, in a previous case, the registrability of a sign as a
Community mark, the Board of Appeal correctly applied the relevant provisions of Regulation No 40/94 and,
in a later case comparable to the previous one, the Board of Appeal adopted a contrary decision, the
Community judicature will be required to annul the latter decision because of infringement of the relevant
provisions of Regulation No 40/94. In this first hypothesis, the plea alleging breach of the principle of
non-discrimination must therefore fail (STREAMSERVE , cited above, paragraph 67).

70. By contrast, if, by accepting in an earlier case the registrability of a sign as a Community mark, the
Board of Appeal erred in law and, in a later case, comparable to the previous one, the Board of Appeal
adopted a contrary decision, the first decision cannot be successfully relied on to support an application for
the annulment of the latter decision. It is clear from the case-law of the Court of Justice that the principle of
equal treatment can be invoked only in the context of observance of the principle of legality (Joined Cases
55/71 to 76/71, 86/71, 87/71 and 95/71 Besnard and Others v Commission [1972] ECR 543, paragraph 39,
and Case T-90/92 Magdalena Fernandez v Commission [1993] ECR II-971, paragraph 38) and that no
person may rely, in support of his claim, on unlawful acts committed in favour of another (Case 188/83
Witte v Parliament [1984] ECR 3465, paragraph 15, and Case T-22/99 Rose v Commission [2000]
ECR-SC IA27 and II-115, paragraph 39). On the basis of this second hypothesis, the plea alleging breach of
the principle of non-discrimination must therefore also fail (STREAMSERVE , cited above, paragraph 67).

71. It follows that the plea alleging a failure to observe the decision-making practice of OHIM must fall.

72. It follows from all the foregoing that, since none of the pleas raised has been accepted, this action
seeking annulment of the contested decision must be dismissed as unfounded.

Costs

73. Article 87(2) of the Rules of Procedure provides that the unsuccessful party will be ordered
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to pay the costs if they have been applied for in the successful party's pleadings. Since the applicant has been
unsuccessful, it must be ordered to pay the costs incurred by OHIM pursuant to the form of order sought by
it.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2006. Athinaiki Oikogeniaki Artopoiia

AVEE v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Opposition proceedings - Earlier word mark FERRERO - Application for

Community figurative trade mark containing the verbal element "FERRO' - Relative ground for refusal
- Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-35/04.

In Case T35/04,

Athinaiki Oikogeniaki Artopoiia AVEE, established in Pikermi (Greece), represented by C. Chrissanthis,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.
Novais Gonçalves, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervening before the Court of First
Instance, being

Ferrero OHG mbH, established in Stadtallendorf (Germany), represented by M. Schaeffer, lawyer,

ACTION brought against the decision of the First Board of Appeal of OHIM of 1 December 2003 (Case R
460/20021), relating to opposition proceedings between Athinaiki Oikogeniaki Artopoiia AVEE and Ferrero
OHG mbH,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, J. Azizi and E. Cremona, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 30 January 2004,

having regard to the response lodged at the Court Registry on 12 May 2004,

having regard to the intervener's response lodged at the Court Registry on 4 May 2004,

further to the hearing on 2 June 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs incurred by the Office for Harmonisation in the Internal Market
(Trade Marks and Designs);

3. Orders the intervener to bear its own costs.
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Background to the dispute

1. On 26 February 1999, the applicant filed at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM), under Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for registration as a Community
trade mark of a figurative and word sign composed of a banner of indeterminate colour with a white border,
on which the word ferro' is written in capital letters, of which the first and final letters (the latter with an
accent) are larger in size. The sign appears as follows:

>image>26

2. Registration of the trade mark was sought for goods and services in Classes 29, 30 and 42 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and which correspond, for each of those
classes, to the following description:

- Class 29: Meat, fish, poultry and game, meat extracts, preserved, dried and cooked fruits and vegetables,
jellies, jams, eggs, milk and milk products, edible oils and fats, tinned foods, pickles';

- Class 30: Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee, flour and preparations made from
cereals, bread, biscuits, pastry and confectionery, ices, honey, syrup, yeast, baking powder, salt, mustard, all
kinds of bread preparations, pepper, vinegar, sauces (condiments), ice, treacle';

- Class 42: Providing of food and drink, temporary accommodation, medical, hygienic and beauty care,
institutes of hygiene, weight loss, nutrition and health, veterinary and agricultural services, scientific and
industrial research, legal services, computer programming'.

3. The trade mark application was published in the Community Trade Marks Bulletin on 27 March 2000.

4. On 26 June 2000, the intervener filed an opposition, pursuant to Article 42(1) of Regulation No 40/94,
against registration of the mark applied for. The opposition was based on the word mark FERRERO (the
earlier mark'), which is the subject of German registration No 956 671 for certain goods in Classes 5, 29, 30,
32 and 33, in particular, chocolate, including filled chocolate products; chocolates, including those with filling
made out of fruit, coffee, non-alcoholic beverages, wine and/or alcoholic beverages or with filling made out of
milk and dairy products, in particular yoghurt; pastries of long durability and fine pastry, in particular
ready-made cakes and wafers, sugar confectionery, spreads containing sugar, cocoa, praline, milk and/or fats;
coffee and tea drinks, also with addition of alcoholic beverages; non-alcoholic beverages; all products also as
dietetic food for children and/or the sick, or for medical purposes'.

5. The opposition was based on all the goods referred to above and directed against some of the goods and
services specified in the contested Community trade mark application, namely those in Classes 29 and 30, as
set out above, and, in respect of Class 42, the providing of food and drink'. The ground relied on in support
of the opposition was that under Article 8(1)(b) of Regulation No 40/94.

6. By decision of 25 March 2002, the Opposition Division of OHIM partly upheld the opposition for certain
goods in Class 30, because of the phonetic and visual similarity between the trade mark applied for and the
earlier mark, and the fact that they cover similar or identical goods. The opposition was upheld for the
following goods: Coffee, tea, cocoa, sugar, artificial coffee, flour and preparations made from cereals, bread,
biscuits, pastry and confectionery, ices, syrup, yeast, baking powder, all kinds of bread preparations, honey
and treacle'.

7. On 24 May 2002, the applicant filed a notice of appeal against the decision of the Opposition
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Division.

8. By decision of 1 December 2003 (the contested decision'), the First Board of Appeal dismissed the appeal
and confirmed the Opposition Division's decision, holding that there was a likelihood of confusion, including
the likelihood of association, between the marks in question. In essence, the Board of Appeal observed that it
was common ground that the goods covered by the marks in question were partly identical and partly similar.
In addition, it considered that the signs in question were phonetically and visually similar.

Forms of order sought by the parties

9. The applicant claims that the Court should:

- annul the contested decision and/or alter it accordingly so that the intervener's opposition be dismissed and
the relevant Community trade mark application for registration be accepted;

- reject in its entirety the opposition to registration of the Community trade mark applied for in respect of all
the classes where the opposition was successful;

- take any other measure required that would effectively result in acceptance of the Community trade mark
application;

- order OHIM to grant registration of the Community trade mark applied for;

- order OHIM and the intervener to pay the costs, including those incurred in the opposition proceedings and
before the Board of Appeal.

10. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

11. The intervener contends that the Court should dismiss the application.

12. On 19 April 2005, the applicant stated, in reply to the written question addressed to it by the Court on
14 April 2005, that it was seeking, first, annulment of the contested decision and, second, an order that OHIM
register the trade mark applied for.

Law

The admissibility of certain of the applicant's claims

13. By its first and fourth heads of claim, the applicant is seeking, in essence, that OHIM be ordered to
register the trade mark applied for for the goods in question. In addition, by its third head of claim, the
applicant is asking the Court to adopt all the measures necessary to obtain registration of the mark applied for.

14. OHIM submits that those claims are inadmissible.

15. In that regard, it should be recalled that where an action is brought before the Court against a decision of
a Board of Appeal, OHIM is required by Article 63(6) of Regulation No 40/94 to take the measures necessary
to comply with the judgment. Accordingly, the Court of First Instance is not entitled to issue directions to
OHIM. It is for OHIM to draw the appropriate inferences from the operative part and grounds of the Court's
judgment (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform ) [2001] ECR II-433,
paragraph 33; Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph
12; and Case T388/00 Institut für Lernsysteme v OHIM - Educational Services (ELS) [2002] ECR
II-4301, paragraph 19).

16. It follows that the applicant's first and fourth heads of claim, in that they ask the Court
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to give directions to OHIM to register the Community trade mark applied for, must be rejected as
inadmissible.

17. The applicant's third head of claim asking the Court to take all the measures necessary to ensure
acceptance of the application for the Community trade mark in question is also inadmissible.

18. In that regard, it should be recalled that, under Article 21 of the Statute of the Court of Justice and
Article 44(1)(c) of the Rules of Procedure of the Court of First Instance, every application must contain a
summary of the pleas in law relied upon and that that statement must be sufficiently clear and precise to
enable the defendant to prepare the defence and the Court to give a ruling. The same goes for each head of
claim, which must be accompanied by pleas in law and arguments enabling both the defendant and the Court
to assess its validity.

19. In order to ensure legal certainty and the sound administration of justice, if an action is to be admissible,
the essential facts and law on which it is based must be apparent from the text of the application itself, at the
very least summarily, provided that the statement is coherent and comprehensible (see Case T-56/92 Koelman
v Commission [1993] ECR II-1267, paragraph 21, and Case T-387/94 Asia Motor France and Others v
Commission [1996] ECR II-961, paragraph 106).

20. In that connection, the application must particularise the plea in law on which the action is based.
Therefore, a mere abstract statement of that plea does not satisfy the requirements of the Rules of Procedure
(see Case T-251/97 T. Port v Commission [2000] ECR II-1775, paragraph 90; Case T-111/99 Samper v
Parliament [2000] ECR-SC I-A-135 and II-611, paragraph 27; and Case T-247/01 eCopy v OHIM
(ECOPY) [2002] ECR II-5301, paragraph 15).

21. In this case, the applicant pleads no material in support of its third head of claim. It follows from the
case-law cited in paragraph 20 above that a claim asking the Court to grant whatever relief is necessary for
the acceptance of the application for a Community trade mark lacks the necessary precision and must,
consequently, be regarded as inadmissible.

22. In any event, it must be observed that it is for OHIM to investigate the application for registration of a
Community trade mark and to decide upon it. It is then for the Court of First Instance, if appropriate, to
review the evaluation made by the Board of Appeal in the decision adopted by OHIM. It is not, by contrast,
for the Court of First Instance to put itself in OHIM's place in exercising the powers vested in OHIM by
Regulation No 40/94.

Substance

23. The applicant relies on a single plea in law, alleging breach of Article 8(1)(b) of Regulation No 40/94.

Arguments of the parties

24. The applicant challenges the Board of Appeal's determination that there is a likelihood of confusion
between the marks in question, that is, the figurative mark applied for containing the verbal element FERRO'
and the earlier mark.

25. As regards the visual similarity between the marks in question, the applicant claims that, contrary to the
Board of Appeal's finding in the contested decision, several factors can neutralise the existence of a certain
degree of similarity capable of creating a likelihood of confusion.

26. In that respect, first, the applicant points out the highly distinctive character of the figurative element of
the trade mark applied for, that is, the banner of indeterminate colour with a white border. It is an original
and imaginative logo which, even without the verbal element FERRO', could be remembered by the consumer
as designating the goods covered by the mark applied for because

© An extract from a JUSTIS database



62004A0035 European Court reports 2006 Page 00000 5

of its simplicity and symmetrical configuration.

27. Secondly, as regards the configuration of the verbal element of the mark sought, the applicant maintains
that the curved typography of the word ferro' has, also, a highly distinctive character (see, by analogy, and as
regards italic typography Case T-311/01 Editions Albert Réné v OHIM - Trucco (Starix) [2003] ECR
II4625, paragraph 54).

28. Thirdly, while the first three letters - f', e' and r' - of the two marks in question are certainly identical,
that identity is counteracted both by the larger size of the letters f' and o' of the verbal element of the mark
sought and by the different length, because of the different number of letters and syllables, of the marks in
question. The applicant points out that the verbal element, ferro', of the mark sought is, actually, shorter than
the verbal element, ferrero', which makes up the earlier mark.

29. As regards the phonetic comparison of the marks in question, the applicant does not share the analysis
made by the Board of Appeal in the contested decision.

30. In that regard, first, the applicant points out that the acoustic duration of the marks in question is
dissimilar because of the different number of syllables of which they are composed, namely three syllables for
the verbal element of the earlier mark ferrero', and two syllables for that of the mark applied for ferro'.

31. Secondly, the effect of the repetition of the phoneme er' in the verbal element ferrero' making up the
earlier mark is absent from the verbal element of the mark sought, ferro', which enables, the applicant submits,
the aural perception made by the two marks to be differentiated. That phenomenon of repetition is, according
to the applicant, the essential characteristic of the earlier mark.

32. Thirdly, while it is the second syllable of the verbal element of the earlier mark ferrero' which is
accented, in the average German consumer's pronunciation of the word ferro' the accent would fall on the last
syllable.

33. In addition, as regards the overall assessment of the likelihood of confusion, the applicant points out that
the consumer is, in this case, able to make a direct visual comparison between the different marks covering
the goods at issue, since they are goods for everyday use placed on the same shelves in supermarkets.

34. Furthermore, the applicant maintains that, where there is a low degree of similarity between the marks, as
in this case, only the highly distinctive character of the earlier mark could justify it being accorded a high
degree of protection. That could not be the case here.

35. Finally, the applicant points out that the Greek courts have concluded that there is no likelihood of
confusion between the marks at issue in this case on the Greek market. In addition, OHIM decided in a
similar case to this one that there was no likelihood of confusion between the word marks FERRERO and
FERRO, despite a close link between the goods concerned, namely, first, salty biscuits and, second, sweet
biscuits, in view of the visual and phonetic differences between the marks in dispute.

36. OHIM and the intervener contend that the Board of Appeal did not infringe Article 8(1)(b) of Regulation
No 40/94 by deciding that the signs in question were similar from both the phonetic and the visual point of
view, and that for that reason and because of the similarity between or identity of the goods covered by the
marks in question there was a likelihood of confusion between them.

Findings of the Court

37. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for shall not be registered if because of its identity with or

© An extract from a JUSTIS database



62004A0035 European Court reports 2006 Page 00000 6

similarity to the earlier trade mark and the identity or similarity of the goods or services covered by the trade
marks there exists a likelihood of confusion on the part of the public in the territory in which the earlier trade
mark is protected; the likelihood of confusion includes the likelihood of association with the earlier trade
mark'.

38. In addition, under Article 8(2)(a)(i) and (ii) of Regulation No 40/94, earlier trade marks' means
Community trade marks and trade marks registered in a Member State with a date of application for
registration which is earlier than the date of application for the Community trade mark.

39. According to settled caselaw, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically linked undertakings constitutes a
likelihood of confusion.

40. According to the same caselaw, the likelihood of confusion must be assessed globally, according to the
perception which the relevant public has of the signs and goods or services in question and taking into
account all factors relevant to the circumstances of the case, particularly the interdependence between the
similarity of the signs and that of the goods and services covered (see Case T-162/01 Laboratorios RTB v
OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II2821, paragraphs 30 to 33,
and the caselaw there cited).

41. In this case, the earlier word mark FERRERO, on which the opposition was based, is registered and
protected in Germany. Therefore, in order to establish whether there is a likelihood of confusion between the
marks in dispute, account must be taken of the point of view of the relevant public in that State.

42. Since the goods covered by the marks in question are goods used for everyday consumption, the target
public is the average consumer, who is deemed to be reasonably well informed and reasonably observant and
circumspect.

43. Therefore, it must be held that the Board of Appeal correctly held that the likelihood of confusion was to
be assessed in relation to the average German consumer, which the parties, moreover, do not dispute.

44. Nor do the parties dispute that the goods covered by the trade mark applied for and the goods for which
the earlier trade mark is protected are partly identical and partly similar. In those circumstances, the outcome
of the action depends on the degree of similarity of the signs in question. The examination of the similarity of
the signs must thus include all the goods listed in the application for a Community trade mark within Class
30 of the Nice Agreement, as reproduced above (see paragraph 6), since they are the goods for which the
Board of Appeal decided that the opposition must be upheld.

45. As is clear from settled caselaw, the global assessment of the likelihood of confusion must, as far as
concerns the visual, aural or conceptual similarity of the marks in question, be based on the overall impression
given by the marks, bearing in mind, inter alia, their distinctive and dominant components (see Case T292/01
PhillipsVan Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335, paragraph
47, and the caselaw there cited).

46. Therefore, the analysis by the Board of Appeal in the contested decision where it made a visual, aural
and conceptual comparison of the signs in question in this case must be scrutinised in order to determine
whether the degree of similarity between those signs was sufficiently high to permit the conclusion, in the
light of the high degree of similarity between the goods, that there was a likelihood of confusion in the mind
of the average German consumer.

47. In the first place, as regards the visual comparison of the marks, it must be observed, at the outset, that
the Court has already made clear that there is no reason why it should not be
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determined whether there is any visual similarity between a word mark and a figurative mark, since the two
types of mark have graphic form capable of creating a visual impression (Case T110/01 Vedial v OHIM -
France Distribution (HUBERT) [2002] ECR II-5275, paragraph 51).

48. In that regard, it must be held that a compound trade mark, word and figurative, cannot be regarded as
having a similarity with another mark which is identical or which has a similarity with one of the components
of the compound mark unless that component forms the dominant element within the overall impression
created by the compound mark. That is the case where that component is likely to dominate, by itself, the
image of that mark which the relevant public keeps in mind, with the result that the other components of that
mark are negligible within the overall impression created by it (Case T-6/01 Matratzen Concord v OHIM -
Hukla Germany (MATRATZEN) [2002] ECR II4335, paragraph 33, and Case T390/03 CM Capital
Markets Holding v OHIM - Caja de Ahorros de Murcia (CM) [2005] ECR II0000, paragraph 46).

49. According to the settled case-law, that approach does not amount to taking into consideration only one
component of a complex trade mark and comparing it with another mark. On the contrary, such a comparison
must be made by examining the marks in question, each considered as a whole. However, that does not mean
that the overall impression created in the mind of the relevant public by a complex trade mark may not, in
certain circumstances, be dominated by one or more of its components (Case T-31/03 Grupo Sada v OHIM
- Sadia (GRUPO SADA) [2005] ECR II-0000, paragraph 49).

50. Here, the Board of Appeal confirmed the Opposition Division's assessment that the verbal element ferro'
was its dominant element. The Board of Appeal held, in fact, that the figurative element of the trade mark
applied for, that is, the banner on which the word ferro' is written, was a secondary element (paragraph 24 of
the contested decision).

51. That assessment can only be upheld. Contrary to the applicant's claim, having regard to the overall visual
impression produced by the mark applied for, the banner is not a sufficiently important figurative element to
make a greater impression on the consumer than its verbal element. On the contrary, as OHIM points out, the
figurative element here, namely the banner, does not constitute a particularly original or imaginative
representation capable of attracting the consumer's attention. In any event, neither the undulating shape of the
banner, nor its size, nor its colours are so characteristic as to enable it to dominate the verbal element of the
mark applied for.

52. The Court takes the view that the word ferro' prevails over the figurative element of the mark applied for
and predominates, effectively, at the time of its perception because of its large size and superimposition on the
banner which, having only a purely background decorative function, cannot be regarded as the dominant
element of the mark applied for. It follows that the Board of Appeal made no error of assessment in holding
that ferro' was the dominant element of the mark applied for and that the banner was of secondary
importance. In those circumstances, the signs can be compared using the verbal elements alone, without
infringing the principle that the assessment of the likelihood of confusion, as regards the similarity of the
signs, must be based on the overall impression they produce (see, to that effect, order of 10 December 2004
in Case T-261/03 Euro Style v OHIM - RCN-Companhia de Importaçao e Exportaçao de Texteis (GLOVE)
, not published in the ECR, paragraph 38).

53. The comparison between the dominant verbal element of the mark applied for, ferro', and that forming
the earlier word mark, ferrero', reveals a certain degree of visual similarity between them.

54. As OHIM contends, it must be held that the different number of syllables - a fortiori, of letters - in the
two signs in question is not such as to put seriously in question the visual similarity between those two trade
marks. Thus, even if the earlier word mark is made up of seven letters and three syllables, whereas the verbal
element of the mark applied for contains only five letters
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and two syllables, it is none the less true that the two signs share the same letters, namely f', e', r' and o'.
Furthermore, those letters are placed in the same order. Thus, both the verbal element of the mark applied for,
ferro', and the verbal element forming the earlier mark, ferrero', start and finish with the same letters, namely
the f' and the o'. In addition, the two signs have in common their first three letters, namely fer'. In that regard,
it must be recalled that, generally, the consumer's attention is directed above all to the start of the word
(Joined Cases T-183/02 and T184/02 El Corte Inglés v OHIM - Gonzalez Cabello and Iberia Líneas
Aéreas de España (MUNDICOR) [2004] ECR II965, paragraph 83). Those elements of visual resemblance
prevail over the different length of the signs in question, which cannot, therefore, create a marked visual
difference between them.

55. Furthermore, the only difference in the syllabic structure of the two signs in question is due to the
repetition in the sign forming the earlier mark, ferrero', of the phoneme er', repetition which is absent from the
verbal element of the mark applied for, ferro'. That difference in the syllabic structure of the signs in question
cannot prevail over the similarities between them, since the letters which form the additional syllable of the
verbal element forming the earlier mark, namely e' and r', are all present in the dominant verbal element of
the mark applied for, and more precisely in its first syllable. Therefore, the additional syllable of the earlier
mark cannot alter the overall visual perception of the marks in question by the average consumer.

56. In addition, as regards the figurative elements of the dominant verbal element of the mark applied for,
such as the slightly curved graphic of the word ferro', the Court considers that such graphic is hardly
noticeable, and therefore in this case has no distinctive character. The same goes for the use of larger
characters for the first and last letters of that word. The use of larger letters is not sufficient to create a
marked difference compared to the other letters in the centre of that word, contrary to what the applicant
claims. Finally, the accent over the final letter o' of the word ferro' is hardly visible and is not, anyway, a
visual sign known to the average German consumer. In that regard, it must be recalled that the average
consumer normally perceives a mark as a whole and does not proceed to analyse its various details (see, by
analogy, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 25).

57. The figurative elements which fall to be examined are minor and could not be memorised by the average
consumer as effective differences. It follows that those figurative elements of the dominant verbal element of
the mark applied for, ferro', are not sufficiently important to overcome, in this case, the visual similarity
between it and the earlier trade mark FERRERO, in view of the high degree of similarity between the goods
covered by those two marks.

58. In the light of those circumstances, it must be held that the Board of Appeal did not err in finding that
the signs in question are visually similar.

59. Secondly, as regards the phonetic comparison, it must be observed, as the Board of Appeal did (see
paragraph 28 of the contested decision), that the signs in question are similar from the phonetic point of view.
Indeed, it must be pointed out, first, that all the letters in the verbal element forming the earlier trade mark,
ferrero', are contained in the dominant element of the mark applied for, namely the verbal element ferro', and,
second, that the latter contains no letters other than those occurring in the earlier mark, namely f', e', r' and o'.
It is to be noted, also, that the letters are placed in the same order in the two signs in question, which,
furthermore, have the same first three letters, namely f', e' and r', and terminate with the same letter o'. It
follows that, from a phonetic point of view, the two signs in question have a certain degree of similarity.

60. Admittedly, the syllabic structure of the signs in question is different, the earlier trade mark having three
syllables (fer', re' and ro'), the mark applied for only two (fer' and ro'). However,
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the repetition of the phoneme er' in the middle of the earlier trade mark, since it is a sound already present in
the pronunciation of the dominant verbal element of the mark applied for, cannot bring to the earlier mark a
sufficiently distinct character from the phonetic point of view, contrary to what the applicant claims.
Therefore, the interposition of the phoneme er' between the first and third syllable of the earlier mark is
insufficient to override the similarity between the verbal element forming the dominant element of the mark
applied for and the earlier mark.

61. In addition, as to the impact of the written accent over the last letter of the verbal element of the mark
applied for, ferro', it must be observed, first, that it is not certain that it could alter the average German
consumer's aural impression of the mark applied for. That finding is supported by the fact that German
orthography does not recognise the accent as a typographic element. Therefore, the Court considers it likely,
rather, that the average German consumer, in pronouncing the word ferro', would put the accent on the first
syllable and not on the last. Consequently, phonetic similarity with the earlier trade mark, the accent on which
could fall either on the second syllable or on the first, cannot be excluded.

62. It follows that, as part of a global assessment, the signs in question present a certain degree of phonetic
similarity for the relevant public.

63. Thirdly, as regards the conceptual comparison, it is common ground that such a comparison is irrelevant,
since neither the dominant element of the mark applied for nor the earlier mark has any meaning in German.

64. Consequently, considered globally, the degree of similarity between the goods covered by the marks in
question and the degree of visual and aural similarity between them are sufficiently high to conclude that
there is a likelihood of confusion for the average German consumer.

65. Accordingly, the Board of Appeal correctly upheld the intervener's opposition and rejected, in part, the
application for registration of the mark applied for, because of the likelihood of confusion between it and the
earlier trade mark.

66. That conclusion cannot be undermined by the arguments advanced by the applicant and referring, on the
one hand, to a decision of the Greek courts and, on the other hand, to a decision of OHIM in a case similar
to this one.

67. In the first place, as regards the Greek courts' decision, in which no likelihood of confusion on the Greek
market was found between the two marks in question in this action, the Court notes that the Community trade
mark regime is an autonomous system which applies independently of any national system (Case T32/00
Messe München v OHIM (electronica) [2000] ECR II3829, paragraph 47). Accordingly, whether or not a
sign is registrable as a Community trade mark must be assessed by reference to the relevant Community
legislation only, with the result that neither OHIM nor, as the case may be, the Community Court is bound by
decisions in other Member States finding the same sign to be registrable as a trade mark (Case T36/01
Glaverbel v OHIM (Glass-sheet surface) [2002] ECR II3887, paragraph 34). The legality of decisions of
the Boards of Appeal is to be assessed purely by reference to Regulation No 40/94, as interpreted by the
Community judicature, and not to a Member State's national court's practice in its earlier decisions (see Case
T117/02 Grupo El Prado Cervera v OHIM - Debuschewitz's heirs (CHUFAFIT) [2004] ECR II0000,
paragraph 57, and the case-law there cited).

68. In the second place, as regards the Opposition Division's decision cited by the applicant, the legality of
the decisions of the Boards of Appeal is to be assessed solely on the basis of Regulation No 40/94, as
interpreted by the Community judicature, and not on the basis of OHIM's practice in its earlier decisions (see
Case T33/03 Osotspa v OHIM - Distribution &amp; Marketing (Hai) [2005] ECR II0000, paragraph 69,
and the case-law there cited). In any event, it is
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appropriate to question the relevance of that argument in this case, since neither the marks in question nor the
goods covered were the same as those at issue in these proceedings. Furthermore, as the intervener pointed
out, that decision was upheld by the Fourth Board of Appeal of OHIM (Case R 540/20024). However, the
Fourth Board of Appeal's decision is the subject of an action pending before the Court.

69. Finally, the applicant's assertion that where there is a low degree of similarity between the marks only
the highly distinctive character of the earlier trade mark could justify it being accorded a high degree of
protection cannot be accepted. In the first place, even in the case of a trade mark of little distinctive character,
there can be a likelihood of confusion, particularly because of the similarity of the signs and of the goods or
services covered. In the second place, furthermore, the degree of similarity between the goods covered by the
marks in question in this case and the degree of similarity between the marks themselves, considered
cumulatively, are sufficiently high to justify the conclusion that there is a likelihood of confusion, whatever
the degree of distinctiveness of the earlier mark.

70. In addition, although the earlier trade mark's high distinctiveness could be taken into account to assess
whether, in the first place, the similarity between the goods or services in question and, in the second place,
the similarity between the signs are sufficient to give rise to a likelihood of confusion, its existence is not a
prerequisite for protection of the earlier right (see, to that effect, Case T-185/03 Fusco v OHIM - Fusco
International (ENZO FUSCO) [2005] ECR II0000, paragraph 60).

71. In view of the foregoing, the applicant's sole plea in law and the entire action must be dismissed.

Costs

72. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs, if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, in accordance with the form of order sought by OHIM, be ordered to pay the costs. Since the intervener
did not apply for costs, it must bear its own costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Plus Warenhandelsgesellschaft

mbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Application for a Community figurative mark containing the verbal element
"Turkish Power" - Earlier word mark POWER - Opposition proceedings - Likelihood of confusion -

Article 8(1)(b) of Regulation (EC) No 40/94. Case T-34/04.

In Case T-34/04,

Plus Warenhandelsgesellschaft mbH, established in Mühlheim (Germany), represented by B. Piepenbrink,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by G.
Schneider, acting as Agent,

defendant,

the other parties to the proceedings before the OHIM Board of Appeal having been

Joachim Bälz and Friedmar Hiller, residing in Stuttgart (Germany),

ACTION brought against the decision of the Second Board of Appeal of OHIM of 25 November 2003 (Case
R 620/2002-2) concerning opposition proceedings between Tengelmann Warenhandelsgesellschaft and Bälz and
Hiller,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Lindh and V. Vadapalas, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Court Registry on 28 January 2004,

having regard to the response lodged at the Court Registry on 18 June 2004,

having regard to the written procedure and further to the hearing on 24 February 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 26 September 2000, Joachim Balz and Friedmar Hiller filed an application for a Community figurative
mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.
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2. The trade mark for which registration was sought is the sign reproduced below:

>image>0

>image>1

3. The goods in respect of which registration of the trade mark was sought are various goods in Classes 3,
25, 28, 32, 33 and 34 of the Nice Agreement concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended.

4. The application for the Community trade mark was published in Community Trade Marks Bulletin No
43/01 of 14 May 2001.

5. By letter of 6 August 2001 Tengelmann Warengesellschaft lodged an opposition against the application for
registration, alleging the existence of a likelihood of confusion, in terms of Article 8(1)(b) of Regulation No
40/94, between the sign sought and its earlier German word mark POWER, registered on 14 April 1994 for
the goods tobacco; smokers' articles, namely snuff boxes, cigar and cigarette holders, cigar and cigarette cases,
ashtrays, all of the aforementioned not of precious metal or its alloys or plated with them; pipe racks; pipe
cleaners; cigar cutters; pipes; lighters; pocket machines for rolling cigarettes; cigarette paper; cigarette filters;
matches' covered by Class 34.

6. The opposition was directed against some of the goods specified in the application for the Community trade
mark, namely tobacco, smokers' articles, matches' which are covered by Class 34.

7. The opposition was rejected on 27 May 2002 by the Opposition Division on the ground that there was no
likelihood of confusion between the two signs under consideration.

8. On 25 July 2002, the opponent disputed this decision before the Second Board of Appeal of OHIM,
claiming that the overall impression produced by the sign applied for was determined by the distinctive
element power' whereas its other elements lacked distinctive character. The opponent submitted that, as the
dominant element power' was present in both marks, the opposition should have been upheld.

9. Plus Warengesellschaft mbH was entered in the German Register of trade marks as the new proprietor of
the earlier national mark POWER on 1 October 2003.

10. In its decision of 25 November 2003 (hereinafter the contested decision'), the Second Board of Appeal of
OHIM dismissed the appeal on the ground that there was no likelihood of confusion in the relevant territory
because of the visual, aural and conceptual differences between the two conflicting signs. It considered that,
contrary to the view taken by the opponent, the verbal element Turkish' of the sign sought and its figurative
element, which consists of a lion's head, could not be overlooked and that, even if the lion's head alluded to
the idea of strength, it was not a straightforward transposition of that idea. Moreover, the Second Board of
Appeal stated that the element Turkish' could not be neglected either as it was important at a visual and aural
level and that the overall meaning of the terms Turkish power' differed from that of the term power'.

Procedure and forms of order sought by the parties

11. It is in those circumstances that the applicant, who is the transferee of the right in the earlier national
mark, has brought this action against the decision of the Board of Appeal.

12. The applicant claims that the Court should:

- annul the contested decision;

- in the alternative, give it the opportunity to supplement in writing, within a reasonable period
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of time, the items which the Court considers inadequate as regards the facts and their legal consequences;

- order OHIM to pay the costs.

13. During the hearing of the oral arguments, the applicant withdrew a head of claim which it had previously
submitted and by which it requested that the Court order cancellation of the trade mark applied for.

14. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

A dmissibility of the action

15. OHIM points out that the applicant, although transferee of the earlier national mark, was not party to the
proceedings before the Board of Appeal. However, OHIM is of the opinion that Article 63(4) of Regulation
No 40/94 should be interpreted as meaning that the concept of parties to proceedings before the Board of
Appeal' for whom appeal lies to the Court of First Instance also covers persons claiming through the
proprietor of a mark conflicting with a sign in respect of which registration as a Community trade mark has
been applied for.

16. It is established, and moreover not disputed, that the transfer of the national mark to the applicant by its
former proprietor, Tengelmann Warenhandelsgesellschaft, took place in the course of the proceedings before
OHIM. This means that the applicant has replaced the transferor as party to the proceedings before t he Board
of Appeal.

17. In those circumstances, the applicant has standing to bring proceedings to annul the contested decision.

The merits

The first plea: breach of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

18. The applicant points out that the goods tobacco, smokers' articles and matches' belonging to Class 34
which are designated in the application for registration and the goods designated by the earlier mark are
partially identical or very similar.

19. The term power' is the sole element of the earlier mark and the mark has a distinctive character which is
reinforced by its widespread use as a trade mark. The earlier mark is not used simply to describe the goods,
in so far as the circle of consumers and economic operators targeted is not led to consider the term power' as
indicating a quality of the smokers' goods at issue, unlike terms such as full flavour', light' or gold'.

20. The term power' is also the sole characteristic element of the sign sought as, in accordance with German
and English grammatical rules, only nouns, and not adjectives, are used to designate things. The English
adjective Turkish' is therefore irrelevant in a comparison of the signs because it only indicates to customers
that the goods involved are Turkish in origin and it cannot be perceived by the target public as identifying the
undertaking they come from.

21. When the goods designated are not marketed in self-service shops, a buyer is required to say the name of
the mark, which is the simplest way of naming the goods. However, when the two conflicting signs are
compared aurally, the graphical representation of the sign sought plays no part.

22. The image of a lion's head placed between the terms Turkish' and power' does not, in itself, influence the
general visual impression created by the sign sought because it only serves to reinforce
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the meaning of the element power', which is known to the customers concerned as the applicant's mark.

23. Having regard both to the resemblance between the two conflicting signs, which are identical as regards
their dominant element, and to the general impression which they have on the German public, there is thus a
likelihood of confusion, given that the public could believe that the goods in question come from the same
undertaking or from economically-linked undertakings.

24. OHIM submits, firstly, that as the earlier mark is protected in Germany, it is appropriate to refer to the
way in which the conflicting signs are perceived by the German public which was rightly regarded by the
Board of Appeal as being reasonably well-informed and reasonably observant and circumspect.

25. Secondly, OHIM points out that the goods mentioned in the opposition, namely tobacco, smokers' articles,
matches', are all protected by the earlier mark and that the goods covered by the conflicting signs are
therefore identical.

26. Thirdly, OHIM observes that an assessment of the similarity between the conflicting signs should be based
on their visual, aural and conceptual correspondence and that they should be examined as a whole, their
distinctive and dominant components being decisive.

27. The word power', which is the only element constituting the earlier mark, does not describe any of the
goods covered. Although it took the view that the distinctive character of this element was relatively slight in
view of the goods covered, the Board of Appeal presumed in favour of the opponent that the opponent's mark
was of an average distinctive character.

28. The sign sought is composed of the elements Turkish' and power' and the figurative element which
separates them represents a lion's head. An assessment of the distinctive elements of this sign should be based
on the fact that the element power', the figurative element (the lion's head) and the adjective Turkish' are all
distinctive and not descriptive and that this sign, regarded as a whole, creates a different impression than that
created by the mark POWER.

29. In paragraph 26 of the contested decision the Board of Appeal admitted that part of the German public
might view the word Turkish' as an indication of the geographical origin of the goods. However, it also
observed that, on the whole, Turkish Power' carries a semantic meaning which is different from that of the
word power' on its own. The word Turkish' cannot therefore be overlooked in the course of an assessment of
similarity.

30. The applicant wrongly claims that only nouns, and not adjectives, may characterise a mark. The argument
that adjectives are, by definition, always used for descriptive purposes is correct only in so far as their
grammatical function is concerned. On the other hand, an adjective used in a mark is not inherently
descriptive. Whether an adjective is descriptive in terms of trade mark law depends on its meaning and on the
goods and services covered by the mark.

31. In paragraph 26 of the contested decision, the Board of Appeal held that German consumers saw the
combination Turkish Power' as a composite whole with connotations other than a straightforward reference to
products of Turkish origin sold under the trade mark Power'. Owing to the close connection between its two
components, the syntagma Turkish Power' has an evocative effect which is independent of the word power' in
that it evokes a feeling connected with a perception of Turkish culture and history.

32. A mark called Indian Summer' which related to drinks would, from a conceptual point of view, be
altogether different from a mark for the same goods named Summer'. The applicant cannot rely on the case
which gave rise to the judgment of the Court of First Instance of 18 February 2004, Case T-10/03 Koubi v
OHIM - Flabesa (CONFORFLEX) [2004] II-0000, precisely because in that case there was no obvious overall
concept inherent in the word conforflex'. Conforflex' had
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no meaning of its own as the consumer directly associated the element confor' with the goods.

33. In visual terms, only the element power' of the sign sought is identical to the earlier mark. Experience has
shown that elements placed at the beginning of semi-figurative marks have an increased importance as the
public's attention is generally drawn to these elements.

34. The Board of Appeal pointed out that the figurative element of the sign sought which is made up of a
large roaring lion's head with an elaborate mane, was not solely an irrelevant and complete transposition of
the concept of strength. The roaring lion expresses a certain aggressiveness and the style and elaborate nature
of the head give the sign sought a character of its own which goes beyond the message conveyed by the
word power'. In this respect, the addition of a roaring lion's head also confers on the sign sought a specific
evocative meaning which is different from that of power' considered in isolation.

35. The two conflicting signs can be distinguished in conceptual terms as the word power', in itself, has a
meaning and impact which is different from that of the syntagma Turkish Power' coupled with a lion's head.
The fact that the element power' is contained in both signs cannot establish a conceptual similarity by itself.

36. On the whole, there are thus, at the very most, some visual and aural similarities between the two
conflicting signs.

37. It is apparent from an examination of these particular aspects that the goods are identical and that the
signs match as regards the verbal element power'. On the other hand, the sign sought includes a term with its
own particular distinctive character, there are differing conceptual perceptions as regards the two signs and
there is a distinctive figurative element.

38. OHIM thus concludes that there is no risk of confusion.

Findings of the Court

39. The likelihood that the public might believe that the goods designated by the two conflicting signs come
from the same undertaking or from economically-linked undertakings constitutes a likelihood of confusion in
terms of Article 8(1)(b) of Regulation No 40/94, and that likelihood must be assessed globally, taking into
account all factors relevant to the circumstances of the case.

40. That global assessment implies that there is some interdependence between the factors taken into account
and in particular the similarity between the trade marks and between the goods or services covered, a lesser
degree of similarity between these goods or services being capable of being offset by a greater degree of
similarity between the marks, and vice versa (Case T-388/00 Institut für Lernsysteme v OHIM - Educational
Services (ELS) [2002] ECR II-4301, paragraph 46).

41. The global assessment of the likelihood of confusion based on the overall impression created by the
conflicting signs must, in particular, take into account their distinctive and dominant components (see, by way
of analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23, and Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR I-3819, paragraph 25).

42. The more distinctive the earlier mark, the greater will be the likelihood of confusion (see, by way of
analogy, Lloyd Schuhfabrik Meyer , cited above, paragraph 20).

43. In general terms, two marks are similar when, from the point of view of the relevant public, they are at
least partially identical as regards one or more relevant aspects (Case T-6/01 Matratzen Concord v OHIM -
Hukla Germany (MATRATZEN) [2002] ECR II-4335, paragraph 30), namely the visual, aural and conceptual
aspects.

44. In this case, the goods covered by the opposition, namely tobacco, smokers' articles, matches' are
designated by the two conflicting signs. The goods at issue must thus be regarded as identical,
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as OHIM has indeed pointed out in its response.

45. The earlier national mark POWER is registered in Germany, which thus constitutes the relevant territory
for the purpose of the application of Article 8(1)(b) of Regulation No 40/94.

46. As the earlier mark is protected in Germany, it is appropriate to refer to the German public's perception in
order to assess the likelihood of confusion. In this respect, the Opposition Division and the Board of Appeal
observed, and this was not disputed by the applicant, that purchasers of goods belonging to Class 34 generally
exhibit a greater degree of care during their transactions because of their loyalty to marks.

47. It is in the light of these observations that it is appropriate to consider whether the Board of Appeal erred
in law in holding that there were sufficient differences between the figurative sign sought and the earlier word
mark to exclude a likelihood of confusion on the part of the relevant German public, having regard to the
goods designated by the two conflicting signs.

48. It is common ground that the relevant German public is able to understand both the verbal element power'
which is common to both conflicting signs and the term Turkish' which is specific to the sign sought.

49. The earlier national mark is a word mark, whilst the competing sign is covered by an application for
registration as a figurative Community mark made up of the two terms Turkish' and power' separated by a
roaring lion's head with an elaborate mane.

50. The word power' is both the only element of the earlier mark and one of the three components of the sign
sought.

51. Having regard to the identical nature of the goods in issue, the Court of First Instance finds that there
would be a likelihood of confusion on the part of the relevant German public if the element common to both
signs (power') were to be regarded as the dominant element of the sign sought.

52. The two conflicting signs are easily distinguished in visual terms in that the sign sought is the only one
which appears as a complex sign, which combines the syntagma Turkish Power' and a figurative element in
the form of a roaring lion's head with an elaborate mane.

53. On account of its central position, this figurative element gives the sign sought a visual structure which is
completely different from that of the earlier national mark.

54. The figurative element, by virtue of its size, originality and elaborate nature, even overshadows the verbal
elements of the sign sought, so that the two signs display very marked differences from a visual point of
view.

55. This discrepancy is further accentuated by the addition to the element power' of the term Turkish', which
serves as a counterpoint to power' in that it is situated at the beginning of the sign sought and next to the
graphical element, contrasting with the position occupied by power' at the end of the sign sought.

56. The placing of the element Turkish' at the beginning of the sign sought means that it is seen immediately
by the relevant public, thus relegating the element power' to the background of the visual image retained by
the persons concerned.

57. The two conflicting signs also contain appreciable aural differences. Although, naturally, the figurative
element plays no part from this perspective, the verbal element Turkish' of the sign sought nevertheless
incontestably contributes to the phonetic differentiation of the two opposing signs.

58. Further, the applicant has not proven that the relevant German public completely omits the
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verbal element Turkish' when it asks for the sign sought. The marked similarity which exists between this
verbal element in English and its German equivalent is, on the contrary, such as to make it even easier for
those concerned to memorise and say, as it is the very first constitutive element of the sign sought which is
seen.

59. When the goods in question are purchased in sales outlets other than self-service shops, the act of
purchase of necessity involves the pronunciation of the two phonetic components of the sign sought, as the
applicant has, indeed, already pointed out.

60. In conceptual terms, the placing of the adjective Turkish' before the noun power' follows naturally from
the rules of English grammar so that, contrary to the claim made by OHIM, the element Turkish' will not
necessarily be conceptualised first by the relevant public, whose language contains the same rule.

61. Furthermore, the Board of Appeal itself admitted that the conflicting signs showed a similarity in terms of
meaning in that they both contain the concept of strength, so that some purchasers might perceive the element
Turkish' as an indication of the geographical origin of the goods in question.

62. Nevertheless, the figurative element showing the lion's head is, by virtue of its abovementioned
characteristics, of such a kind as to neutralise, to a great extent, the relative conceptual similarity of the two
conflicting signs arising from their common component power'.

63. In fact, the roaring lion's head adds a distinct connotation of aggression to the concept of strength
conveyed by the earlier national mark's verbal element power'.

64. Furthermore, as OHIM legitimately pointed out in its pleadings, Turkish Power' has an evocative effect
which is independent of the term power' in that the syntagma associates the goods designated with Turkish
culture and history as far as the relevant German public is concerned.

65. The Board of Appeal was thus entitled to hold that the figurative element of the sign sought did not
amount to a straightforward transposition of the concept of strength.

66. Furthermore, the abovementioned visual and phonetic differences between the two conflicting signs help to
attenuate the effect of the relative conceptual similarity stemming from the presence of the common element
power'.

67. In particular, the degree of conceptual similarity between two signs is of less importance where the
relevant public sees the name of a mark on the good which it buys.

68. The importance of conceptual similarity between two signs is also attenuated where, as in the present case,
the relevant public has to pronounce the whole of the syntagma making up the sign when wishing to purchase
the goods concerned through distribution channels other than self-service shops.

69. This is particularly the case where the relevant public, as has been pointed out above, must, in the present
case, be regarded as one demonstrating loyalty towards its habitual marks and, consequently, a greater degree
of care at the time of choosing the goods in question.

70. To that extent, the Board of Appeal did not err in its assessment when it observed that, as a whole, the
meaning of the sign Turkish Power' differed from that of power', the sole verbal element of the earlier
national mark.

71. It is not therefore evident that the element power' constitutes the dominant component of the sign sought,
as maintained by the applicant, nor that it determines the overall impression given by the latter to the point
that there is a clear likelihood of confusion on the part of the relevant German public.
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72. It follows from all the foregoing considerations that, in spite of the identical nature of the goods covered
by the two conflicting signs and the presence of their common verbal element power', the Board of Appeal
could, as a matter of law, hold that the relevant German public, which is circumspect, shows a high degree of
care and is loyal towards its habitual marks, was not likely to believe that the goods in question came from
the same undertaking or from economically-linked undertakings, having regard also to the visual, phonetic and
conceptual differences noted between the two conflicting signs.

73. In those circumstances, the Board of Appeal's assessment of the likelihood of confusion cannot be called
into question by the distinctive nature of the earlier national mark which the applicant claims to be apparent
from its sales figures.

74. Moreover, it is not apparent from the file relating to the proceedings before OHIM that OHIM's
departments had the sales figures of cigarettes under the mark POWER, cited by the applicant in its
application with a view to establishing the reputation of the national mark. Furthermore, some of the figures
produced relate to reference periods subsequent to the lodging of the statement of grounds for the action
brought before the Board of Appeal.

75. In those circumstances these statistics can affect the legality of the contested decision only if OHIM
should have taken them into consideration of its own motion (Case T-247/01 eCopy v OHIM (ECOPY)
[2002] ECR II-5301, paragraph 46).

76. However, that does not apply in this case because, under Article 74(1) of Regulation No 40/94, in
proceedings relating to relative grounds for refusal of registration, as in the present case, OHIM's examination
is restricted to the facts, evidence and arguments provided by the parties.

77. The first plea, relating to the misapplication of Article 8(1)(b) of Regulation No 40/94, must therefore be
rejected.

The second plea: deprivation of the applicant's intellectual property rights

78. The applicant submits that the Community has no jurisdiction to deprive it of its intellectual property
rights by exposing its earlier mark to imitations and to infringements in the form of a borrowing of its sign
by the sign sought.

79. The applicant is unlawfully precluded, in breach of its domestic law, from exercising the intellectual
property rights which it lawfully acquired in its State of establishment.

80. OHIM contends that the allegation is irrelevant since the administrative proceedings are intended to
ascertain whether the Community trade mark sought may be registered and do not concern the validity of the
earlier national mark.

81. It is enough for the Court of First Instance to point out that the applicant's earlier national mark would,
under no circumstances, be deprived of validity by the registration of the sign sought as a Community trade
mark.

82. It is apparent from the foregoing that the registration in question is not liable to create a likelihood of
confusion for the German public between the figurative Community trade mark sought and the earlier national
word mark.

83. The applicant therefore wrongly claims that it is deprived of the intellectual property rights attached to its
earlier national mark.

84. Consequently, the applicant's second plea must be rejected.

85. It follows from all of the foregoing considerations that the application must be dismissed in its entirety.
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86. As the Court considers itself to be sufficiently informed, there is no need to rule on the alternative claims
made by the applicant.

Costs

87. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

88. Since the applicant has been unsuccessful, and OHIM has applied for costs, the applicant must be ordered
to pay the costs.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Castellblanch, SA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for a figurative Community trade mark containing the word

element "CRISTAL CASTELLBLANCH" - Earlier national word mark CRISTAL - Genuine use of the
earlier mark - Likelihood of confusion - Article 8(1)(b), Article 15(2)(a) and Article 43(2) and (3) of

Regulation (EC) No 40/94. Case T-29/04.

In Case T-29/04,

Castellblanch, SA, established in Sant Sadurni d'Anoia (Spain), represented by F. de Visscher, E. Cornu, E.
De Gryse and D. Moreau, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by I. de
Medrano Caballero, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Champagne Louis Roederer SA, established in Reims (France), represented by P. Cousin, lawyer,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 17 November 2003 (Case
R 37/2000-2), relating to opposition proceedings between Castellblanch, SA and Champagne Louis Roederer
SA,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: K. Andova, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 26 January 2004,

having regard to OHIM's responses lodged at the Registry of the Court of First Instance on 4 June and 28
September 2004,

having regard to intervener's response lodged at the Registry of the Court of First Instance on 1 June 2004,

further to the hearing on 4 July 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 1 April 1996, Castellblanch, SA filed an application for a Community trade mark with the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the following figurative sign (the mark CRISTAL
CASTELLBLANCH'):

>image>61

>image>62

3. The goods in respect of which registration was sought fall within Class 33 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description: wines and
sparkling wines'.

4. On 24 November 1997, the application was published in Community Trade Marks Bulletin No 29/1997.

5. On 23 February 1998, Champagne Louis Roederer SA filed a notice of opposition pursuant to Article 42
of Regulation No 40/94 to registration of that Community trade mark. The opposition was based on the
following registrations of the word sign CRISTAL:

- French trade mark registration No 1 114 613 of 27 November 1979, renewed on 13 November 1989 (No 1
559 904) and on 20 December 1991 (No 1 713 576) for wines originating from France, namely champagne,
sparkling wines and alcoholic beverages (except beers)', belonging to Class 33;

- international trade mark registration No 451 185, requested on 29 January 1980, applicable in Austria, the
Benelux countries, Italy and Portugal for wines originating from France, namely champagne and sparkling
wines', belonging to Class 33;

- German trade mark registration No DD 647 501 of 18 April 1991 for alcoholic beverages (except beers)',
belonging to Class 33;

- United Kingdom trade mark registration No 1 368 211 applied for on 22 December 1988 for wines from
Champagne', belonging to Class 33;

- Irish trade mark registration No 150 404 of 30 October 1992 for alcoholic beverages (except beers)',
belonging to Class 33;

- Danish trade mark registration VR 06.021 1995 of 15 September 1995 for champagne, sparkling wines,
wine and Cognac', belonging to Class 33.

6. The opposition was also based on well-known trade marks in Belgium, France, Great Britain and Germany
for wines from Champagne'.

7. The opposition concerned all of the goods covered by the earlier registrations for the sign CRISTAL and
was directed against all of the goods covered by the trade mark applied for. The reasons given in support of
that opposition were those laid down in Article 8(1)(a) and (b) of Regulation No 40/94.

8. By decision of 26 October 1999, the Opposition Division upheld the opposition. It based its decision
solely on the earlier French mark (the earlier mark'). It held, firstly, that the evidence submitted by the
intervener was sufficient to prove genuine use of the earlier mark, and secondly that, given the identity of the
goods at issue and the similarity of the conflicting signs, as well

© An extract from a JUSTIS database



62004A0029 European Court reports 2005 Page 00000 3

as the highly distinctive character of the earlier mark on the French market, there was a likelihood of
confusion on the part of the relevant public, namely the French consumer.

9. On 22 December 1999, the applicant filed a notice of appeal with OHIM, under Articles 57 to 62 of
Regulation No 40/94, against the Opposition Division's decision.

10. During the procedure before the Board of Appeal the applicant limited its trade mark application to the
following products, belonging to Class 33: Spanish sparkling wines of the cava variety'.

11. By decision of 17 November 2003 (the contested decision'), the Board of Appeal dismissed the appeal. It
found that the earlier mark had been used both genuinely and effectively and it concluded that there was
similarity between the goods in question, along with similarity between the opposing signs which could have
resulted in likelihood of confusion including likelihood of association on the part of the French public.

Forms of order sought

12. The applicant claims that the Court of First Instance should:

- annul the contested decision;

- order OHIM to pay the costs.

13. OHIM contends that the Court of First Instance should:

- dismiss the application;

- order the applicant to pay the costs.

14. The intervener claims that the Court of First Instance should:

- dismiss the application;

- order the applicant to pay the costs.

The admissibility of the documents produced for the first time before the Court of First Instance

15. The applicant submits that Annexes 23 to 30 of the intervener's response must be declared inadmissible
because they were produced for the first time before the Court of First Instance.

16. It should be noted that Annexes 23 and 24 are copies of national judicial decisions. Although produced
for the first time before the Court of First Instance those documents do not serve as evidence in the narrow
sense, but concern national case-law to which, even after the procedure before OHIM, a party is entitled to
refer.

17. Annex 25 consists of a copy of an extract from a bilingual French-Spanish dictionary. It is not
established that that document was produced before OHIM. However, that document demonstrates a fact which
is set out in the contested decision, namely that the Spanish word cava' is the equivalent of the French term
champagne'. Thus, the fact that the intervener referred to a dictionary is immaterial given that what is actually
shown by that reference is part of the factual framework of the procedure before the Board of Appeal.

18. Annexes 26 to 29 are copies of the correspondence between the Registry of the Court of First Instance
and the intervener's representative in relation to the current proceedings. The applicant cannot, therefore, plead
that they are inadmissible.

19. Annex 30 consists of photos of the box in which bottles bearing the mark CRISTAL are marketed. It is
apparent from the administrative file before OHIM that the documents produced before it include photos of
that box. Thus, the Court of First Instance may take that annex into account.
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20. Consequently, the allegations of inadmissibility in Annexes 23 to 30 of the response of the intervener
must be rejected.

Substance

21. The applicant submits two pleas in support of its action. The first plea alleges infringement of Article
15(2)(a) and Article 43(2) and (3) of Regulation 40/94 and of Rule 22(2) of Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Regulation (EC) No 40/94 (OJ 1995 L 303, p. 1, the
implementing regulation'). The second plea alleges infringement of Article 8(1)(b) of Regulation No 40/94.

The first plea, alleging infringement of Article 15(2)(a) and Article 43(2) and (3) of Regulation No 40/94 and
of Rule 22(2) of the implementing regulation

Preliminary observations

22. In the context of the first plea the intervener submitted a preliminary observation' regarding the
application of Article 43(2) and (3) of Regulation No 40/94 and Rule 22(1) of the implementing regulation
which OHIM interpreted as a plea based on an argument relating to infringement of those provisions which
had not been raised in the application, as permitted by Article 134(3) of the Rules of Procedure of the Court
of First Instance, but which is inadmissible because it was not submitted before OHIM.

23. The intervener submits that the applicant never requested, in application of Article 43(2) and (3) of
Regulation No 40/94, that it show use of the earlier mark and that OHIM never invited it, in application of
Rule 22(1) of the implementing regulation, to prove such use, setting a deadline for it to do so. Thus,
according to the intervener, as is evidenced by the judgment in Joined Cases T-183/02 and T-184/02 El Corte
Inglés v OHIM - Gonzalez Cabello and Iberia Líneas Aéreas de España (MUNDICOR) [2004] ECR
II-0000, contrary to the Board of Appeal's approach it is unnecessary to consider whether the documentation
produced by the intervener to prove the reputation of its mark does or does not attest to genuine use of that
mark. The applicant's first plea must therefore be rejected.

24. It is sufficient to note that, as the intervener does not contest the scope of the contested decision, which
upheld the opposition, and is not seeking annulment or alteration of that decision (see, to that effect, Joined
Cases T-160/02 to T-162/02 Naipes Heraclio Fournier v OHIM - France Cartes (sword in a pack of
cards, knight of clubs and king of swords) [2005] ECR II-0000, paragraphs 17 to 20), its preliminary
observation cannot be used in support of its submissions.

25. Therefore, it is not necessary to consider that preliminary observation.

The alleged alteration of the distinctive character of the earlier mark

26. The applicant submits that the intervener has not provided evidence of genuine use of the earlier mark
and that the contested decision thus infringes Article 15(2)(a) and Article 43(2) and (3) of Regulation No
40/94 and Rule 22(2) of the implementing regulation. Where a mark is composed of several elements only
one or some of which are distinctive and have rendered the mark as a whole registrable, an alteration of that
element or its omission or exchange for another element will generally mean that the distinctive character of
that mark is altered. It refers in that respect to OHIM's decisions in the past.

27. OHIM and the intervener contest the applicant's arguments and affirm that use of the mark CRISTAL has
been shown.

28. The Court of First Instance points out that, as is apparent from the ninth recital in the preamble to
Regulation No 40/94, the Council considered that there was no justification for protecting
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an earlier trade mark except where that mark had actually been used. In accordance with that recital, Article
43(2) and (3) of Regulation No 40/94 provide that an applicant for a Community trade mark may request
proof that the earlier mark has been put to genuine use in the territory where it is protected during the period
of five years preceding the date of publication of the Community trade mark application against which an
opposition has been filed (Case T-39/01 Kabushiki Kaisha Fernandes v OHIM - Harrison (HIWATT)
[2002] ECR II-5233, paragraph 34, and Case T-356/02 Vitakraft-Werke Wührmann v OHIM - Krafft
(VITAKRAFT) [2004] ECR II-0000, paragraph 25).

29. Under Rule 22(2) of the implementing regulation, proof of use must cover the place, time, extent and
nature of use of the earlier mark.

30. In addition, it must be noted that, under the combined provisions of Article 15(2)(a) and Article 43(2)
and (3) of Regulation No 40/94, proof of genuine use of an earlier national or Community trade mark which
forms the basis of an opposition against a Community trade mark application also includes proof of use of the
earlier mark in a form differing in elements which do not alter the distinctive character of that mark in the
form under which it was registered (see, to that effect, Case T-156/01 Laboratorios RTB v OHIM -
Giorgio Beverly Hills (GIORGIO AIRE) [2003] ECR II-2789, paragraph 44).

31. In the present case the applicant submits that it is evident from the proof of use and of repute produced
by the intervener that the latter used the earlier mark in a form different to the one under which it was
registered. The earlier mark is used for bottles which have on their main and neck labels, in addition to the
word cristal', the denomination Louis Roederer' several times, as well as a symbol that includes the letters l'
and r' and some complementary figurative elements which appear several times. According to the applicant,
the combination of the word cristal' with the denomination Louis Roederer', the letters lr' and the
accompanying figurative elements substantially alters the identity of the earlier mark, especially when account
is taken of the strong distinctive character of the words Louis Roederer', and does not constitute genuine use
of the earlier mark CRISTAL. Therefore, the opposition filed by the intervener and, consequently, the
contested decision are wholly unfounded.

32. The Court of First Instance points out, first, following the example of OHIM, that the applicant does not
contest the place, time or extent of use of the earlier mark but only the nature of that use.

33. In the contested decision the Board of Appeal found that there is no precept in the Community trade
mark system that obliges the opponent to prove the use of his earlier mark on its own, independently of any
other mark. According to the Board of Appeal, the case could arise where two or more trade marks are used
jointly and autonomously, with or without the name of the manufacturer's company, as is the case particularly
in the context of the automobile and wine industries.

34. That approach must be followed. The situation is not that the intervener's mark is used under a form
different to the one under which it was registered, but that several signs are used simultaneously without
altering the distinctive character of the registered sign. As OHIM rightly pointed out, in the context of the
labelling of wine products joint affixing of separate marks or indications on the same product, in particular the
name of the winery and the name of the product, is a common commercial practice.

35. In the present case the mark CRISTAL appears clearly four times on the neck of the bottle marketed by
the intervener and twice on the main label, accompanied by the symbol «. On the neck that mark is separate
from the other elements. In addition, the mark CRISTAL appears alone on the boxes in which bottles of the
mark CRISTAL are marketed. Equally, on the invoices produced
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by the intervener reference is made to the term cristal' with the mention 1990 coffret'. It should be noted that
the mark CRISTAL thus identifies the product marketed by the intervener.

36. As regards the mention Louis Roederer' on the main label, it merely indicates the name of the
manufacturer's company, which may provide a direct link between one or more product lines and a specific
undertaking. The same reasoning applies to the group of letters lr' which represents the initials of the
intervener's name. As pointed out by OHIM, joint use of those elements on the same bottle does not
undermine the function of the mark CRISTAL as a means of identifying the products at issue.

37. Furthermore, OHIM's finding that the use of the word mark together with the geographical indication
Champagne' cannot be considered to be an addition capable of altering the distinctive character of the trade
mark when used for champagne must be endorsed. In the wine sector the consumer is often particularly
interested in the precise geographical origin of the product and the identity of the wine producer, since the
reputation of such products often depends on whether the wine is produced in a certain geographical region by
a certain winery.

38. In those circumstances it must be held that the use of the word mark CRISTAL together with other
indications is irrelevant and that the Board of Appeal did not infringe Article 15(2)(a) of Regulation No
40/94, Article 43(2) and (3) thereof, or Rule 22(2) of the implementing regulation.

39. Consequently, the applicant's first plea must be rejected.

The second plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94

40. The applicant submits that in view of the dissimilarity between the products, the dissimilarity between the
marks, the low distinctive character of the earlier mark and all the other relevant factors, such as the national
decisions regarding this case and the peaceful coexistence of the opposing signs, there is no likelihood of
confusion between them.

41. OHIM and the intervener contend that the Board of Appeal correctly assessed that there is a likelihood of
confusion.

42. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
The likelihood of confusion includes the likelihood of association with the earlier trade mark. Moreover, under
Article 8(2)(a)(ii) and (iii) of Regulation No 40/94, earlier trade marks' is to be understood as meaning trade
marks registered in a Member State and trade marks registered under international arrangements which have
effect in a Member State, with a date of application for registration which is earlier than the date of
application for registration of the Community trade mark.

43. According to settled case-law, likelihood of confusion is the likelihood that the public might believe that
the goods or services in question come from the same undertaking or, as the case may be, from
economically-linked undertakings.

44. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception which the relevant public has of the signs and the products or services at issue, and taking
into account all factors relevant to the circumstances of the case, in particular the interdependence of the
similarity between the signs and between the goods or services (see Case T-162/01 Laboratorios
RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs
31 to 33, and the case-law cited).

45. In the present case, the marks on which the opposition relied are national marks registered
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in France, Germany, Great Britain, Ireland and Denmark and an international mark protected in Austria, the
Benelux countries, Italy and Portugal. The decision of the Opposition Division and the contested decision were
based solely on the earlier French mark, a fact which is not contested by the parties. Therefore, the Court of
First Instance's assessment must be restricted to French territory.

46. The relevant public is the average French consumer who is deemed to be reasonably well informed and
reasonably observant and circumspect. That public also includes professionals and specialists from the
wine-growing and restaurant sectors.

- Comparison of the products

47. The applicant points out that the use made by the intervener is exclusively limited to wines originating
from France, namely Champagne', whereas the trade mark applied for, after limitation of the list of products
claimed, covers Spanish sparkling wines of the cava variety'. Those products are not even similar, given the
differences as to origin, characteristics and price of champagne and cava' and the relevant public.

48. It should be noted that, in both the Opposition Division's decision and the contested decision, use of the
earlier mark was considered to be shown for all the products covered by the earlier mark, that is to say not
only for champagne.

49. It is thus necessary to compare the Spanish sparkling wines of the cava variety' covered by the mark
applied for with the wines originating from France, namely champagne, sparkling wines and alcoholic
beverages (except beers)' covered by the earlier mark.

50. In order to assess the similarity of the goods or services concerned, all the relevant factors pertaining to
the relationship between those goods and services are to be taken into account. Those factors include, inter
alia, their nature, intended purpose and their method of use and whether they are in competition with one
another or are complementary (see, by way of analogy, Case C-39/97 Canon [1998] ECR I-5507, paragraph
23).

51. Moreover, where the goods covered by the earlier mark include the goods covered by the trade mark
application those goods are considered to be identical (see, to that effect, Case T-104/01 Oberhauser v
OHIM - Petit Liberto (Fifties) [2002] ECR II-4359, paragraphs 32 and 33).

52. It should be noted that wines originating from France, namely champagne, sparkling wines and alcoholic
beverages (except beers)' and Spanish sparkling wines of the cava variety' are of the same nature, that they are
to be used in the same way and consumed in the same conditions, for example on special occasions, and that
they are sold in the same establishments or on the same shelves in supermarkets in such a way as to compete.
Although the goods claimed by the applicant are limited to those originating from Spain, that is not sufficient
to exclude similarity of the products in the context of the assessment of likelihood of confusion. There may
be a likelihood of confusion even where the public perception is that the goods are produced in different
places (see, by way of analogy, Canon , cited above, paragraphs 29 and 30). In addition, it must be
remembered that the goods covered by the earlier trade mark are not only wines originating from France, but
also sparkling wines in general which could, therefore, also be produced in Spain. Accordingly, sparkling
wines include Spanish sparkling wines of the cava variety', and thus, those goods are identical.

53. Even if only champagne may be taken into account for the earlier mark, the goods at issue are similar.
In that respect, the applicant's argument in relation to the price difference between champagne of the mark
CRISTAL and the cava' which it markets is unfounded. The specific product champagne of the mark
CRISTAL should not be compared with the goods covered by the trade mark application but champagnes in
general. It should be noted that champagnes exist which are priced
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relatively similarly to a good quality cava'. Furthermore, as recalled above, if the French consumer is aware
that cava' may only be produced in Spain, the fact that they are produced in different places is irrelevant: the
same company may produce both cava' and champagne but in different places.

54. Consequently, the goods in dispute are identical or, at the very least, highly similar.

- Comparison of the signs

55. As is clear from settled case-law, the global assessment of the likelihood of confusion, as far as concerns
the visual, aural or conceptual similarity of the opposing signs, must be based on the overall impression given
by the signs, bearing in mind, inter alia, their distinctive and dominant components (Case T-292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335,
paragraph 47, and case-law cited).

56. The applicant considers that the comparison of the signs must be made bearing the earlier mark in mind
as it is actually used and not how it was registered.

57. The applicant's submission cannot be upheld. As the Board of Appeal rightly found, the comparison must
be made between the signs as they were registered or as they appear in the trade mark application, regardless
of whether they are used alone or together with other marks or mentions. The signs to be compared are thus
the following:

>image>63

>image>64

The earlier mark

The mark applied for

>lt>17

58. Adopting the Opposition Division's findings, the Board of Appeal held as follows:

It is indicated in [the decision of the Opposition Division] that, although there are certain similarities between
the [opposing] signs, the trade marks are not considered similar from the visual point of view. On the other
hand, the phonetic differences between both signs are not sufficient to consider them to be different, thus
confirming their similarity from the phonetic point of view. Finally, the Opposition Division considered that
the signs are conceptually similar, confirming that the word Cristal could have a suggestive character for the
goods identified by the [opposing] signs, but never descriptive of them.'

59. As regards the comparison of the signs from the visual point of view it must be noted that the earlier
mark is made up solely of the word element cristal' whereas the mark applied for is a figurative mark made
up of a picture of a castle and the words cristal' and castellblanch' which are all placed together in an oval
frame formed by a dotted line. The word castellblanch' is written in bold letters which are bigger than the
letters in the word cristal'. Therefore, given that the figurative elements of the mark are purely secondary, the
consumer's attention is, as the applicant rightly claims, drawn first and foremost to the word castellblanch'.
However, considering the central position occupied by the word cristal' in the mark applied for and the fact
that the earlier mark is entirely reproduced in the mark applied for, there is a certain amount of visual
similarity between the opposing signs.

60. As for the phonetic comparison, although, as submitted by the applicant, the opposing marks differ in
terms of the number of words, letters, syllables, vowels and consonants it should be noted that there is
phonetic similarity between those marks since the earlier mark is entirely reproduced in the mark applied for.
Furthermore, the common element between the two marks at issue coincides
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with the first word of the mark applied for and is thus the first to be pronounced. The addition of the separate
word castellblanch' does not affect that similarity. Since the word cristal' is short and striking the consumer
may, when ordering orally, pronounce only the first word. The term cristal' therefore constitutes the dominant
element of the mark applied for from the phonetic point of view. In addition, it is identical to the single
element of the earlier mark. Therefore, there is phonetic similarity between the opposing signs.

61. As regards the comparison from a conceptual point of view, the signs are similar. They both contain the
word cristal', which has a conceptually clear import for the relevant public in so far as that term conveys the
idea of transparency and purity. By contrast, the word castellblanch' does not have any obvious meaning for
the relevant public. In those circumstances, the word castellblanch' cannot be held to be the dominant element
of the mark applied for from a conceptual point of view. The applicant's argument that the word cristal' is
descriptive or at least evocative of the characteristics of the products in question, which makes it of secondary
importance within the mark applied for, is irrelevant in that regard, as that circumstance does not alter the
conceptual content of the mark applied for. Moreover, an evocative element may be perceived as the dominant
element if the other elements of the sign are even less characteristic (Case T-288/03 TeleTech Holdings v
OHIM - Teletech International (TELETECH GLOBAL VENTURES) [2005] ECR II-0000, paragraph 86).

62. There are therefore important resemblances between the opposing marks. It is now necessary to consider
whether, as a whole, there is likelihood of confusion between the two.

- Likelihood of confusion

63. The applicant submits that the earlier mark has only weak distinctive character as the word cristal' is
descriptive and evocative of the goods at issue, it has not acquired a distinctive character through use and
there are numerous other trade marks on the market containing the word cristal' which are registered for goods
in Class 33.

64. In the contested decision the Board of Appeal rejected the argument that the word cristal' was a
descriptive indication of the goods at issue, holding that that word is an evocative indication which suggests
the crystalline character of wines, but which in no way describes the product. Furthermore, the Board of
Appeal considered, in particular on the basis of a survey on renown carried out in February 1999 in France,
the United Kingdom and Italy by the French Gallup Institute (the Gallup survey'), that the highly distinctive
character of the mark CRISTAL on the French market had been shown.

65. It is apparent from the Gallup survey that the mark CRISTAL enjoys almost the same renown as the
mark Dom Pérignon both in France and in Italy and the United Kingdom.

66. The Gallup survey studied the reputation of prestige champagne vintages in France, Italy and in the
United Kingdom' in February 1999. It is apparent from the part entitled Context, objectives and methodology'
that the intervener's representatives wished to carry out a brand awareness survey of champagne of the mark
CRISTAL among hotels, restaurants and upscale wine cellars' and that the information was collected from
wine waiters or chief cellarmen in hotels, restaurants and upscale wine cellars'. In each of the countries
studied 100 interviews were carried out.

67. It must be noted that the survey shows the renown of the mark CRISTAL for only a part of the relevant
public. It did not look into the renown of the mark CRISTAL amongst average consumers, but amongst
professional consumers who, moreover, are highly specialised in the field. In addition, the other documents
produced by the intervener also show renown only for a specialised public, since they are mostly extracts
from specialist newspapers in the wine-producing business. It cannot be established from those documents that
the mark CRISTAL enjoys a reputation amongst average French
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consumers.

68. However, even though renown or reputation of the earlier mark cannot be found for the whole of the
relevant public there is a likelihood of confusion between the opposing marks, including a likelihood of
association, given the identity or, at least, the high degree of similarity between the goods in dispute and the
similarity of the respective signs. It is also immaterial whether the earlier mark has intrinsically high
distinctive character or not.

69. Although the distinctive character of the earlier mark must be taken into account when assessing the
likelihood of confusion (see, by way of analogy, Canon , cited above, paragraph 24), it is only one factor
among others to be included in that assessment. Thus, even in a case involving an earlier mark of weak
distinctive character, there may be a likelihood of confusion on account, in particular, of a similarity between
the signs and between the goods or services covered (see, to that effect, Case T-112/03 L'Oréal v OHIM
- Revlon (FLEXI AIR) [2005] ECR II-0000, paragraph 61).

70. In any event, the word cristal' is in no way descriptive of the products in dispute, but it may be
considered to be evocative. Consequently, the mark CRISTAL has average distinctive character, but not a
weak one as claimed by the applicant.

71. As for the applicant's argument that other marks exist which contain the word cristal' and are registered
for goods in Class 33, thus showing the weak distinctive character of the earlier mark and that both of the
marks in question coexist peacefully, it is sufficient to find that it is not established that those marks have
their effects or correspond to a usage in relation to the goods in dispute and in particular to sparkling wines.

72. Moreover, even if the possibility cannot be entirely dismissed that, in certain cases, the coexistence of
earlier marks on the market could reduce the likelihood of confusion which the Opposition Division and the
Board of Appeal have found to exist between the two marks, that possibility can be taken into consideration
only if, at the very least, during the proceedings before OHIM concerning relative grounds of refusal the
applicant for the Community trade mark duly demonstrated that such coexistence was based upon the absence
of any likelihood of confusion on the part of the relevant public between the earlier marks upon which it
relies and the intervener's earlier mark on which the opposition is based, and provided that the earlier marks
concerned and the marks at issue are identical (Case T-31/03 Grupo Sada v OHIM - Sadia (GRUPO
SADA) [2005] ECR II-0000, paragraph 86).

73. In the present case, it must be noted that during the administrative proceedings the applicant adduced no
evidence, other than copies of photos of some of the trade mark registrations claimed and registration
certificates in support of the claim that those registrations coexisted on the market with the intervener's earlier
mark. It is sufficient to note that the earlier marks at issue are not identical to the opposing marks.
Furthermore, that information is insufficient to show that the likelihood of confusion between the marks at
issue is reduced, still less eliminated (see, to that effect, GRUPO SADA , cited above, paragraph 87).

74. As regards the alleged coexistence of the earlier mark CRISTAL and the applicant's national mark
CRISTAL CASTELLBLANCH, it is sufficient to note that the applicant also did not show that that
coexistence was based on the absence of likelihood of confusion. On the contrary, it is apparent from the file
that the applicant's and the intervener's marks have been the subject of a number of disputes, which shows
that that alleged coexistence has not been peaceful.

75. As regards the various national decisions relied on by the parties, it is sufficient to observe that the
Community trade mark regime is an autonomous system, comprising a set of rules and pursuing objectives
which are peculiar to it, and it applies independently of any national system (Case
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T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829, paragraph 47).

76. In those circumstances, the applicant's second plea must be rejected.

77. The action must therefore be dismissed in its entirety.

Costs

78. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the other party's pleadings. Since the applicant has been unsuccessful, it must be
ordered to pay the costs in accordance with the form of order sought by OHIM.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. Reemark Gesellschaft für

Markenkooperation mbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Opposition proceedings - Application for Community word mark
Westlife - Earlier national trade mark West - Likelihood of confusion - Similarity of the signs. Case

T-22/04.

In Case T-22/04,

Reemark Gesellschaft für Markenkooperation mbH, established in Hamburg (Germany), represented by P.
Koch Moreno, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal at OHIM having been

Bluenet Ltd, established in Limerick (Ireland),

ACTION brought against the decision of the Second Board of Appeal of OHIM of 17 November 2003 (Case
R 238/2002-2), concerning opposition proceedings brought by the proprietor of the trade mark West against
the application for registration of the trade mark Westlife,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, N.J. Forwood and S. Papasavvas, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Court Registry on 21 January 2004,

having regard to the response lodged at the Court Registry on 18 May 2004,

further to the hearing on 18 January 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 17 November 2003 (Case R 238/20022);

2. Orders OHIM to bear its own costs and to pay those incurred by the applicant.

Facts

1. On 12 May 1999, BMG Music filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.
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2. The trade mark for which registration was sought is the word mark Westlife.

3. The goods and services in respect of which registration of the trade mark was sought fall within the
following classes of the Nice Agreement concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June 1957, as revised and amended:

- Class 9: Sound storage media, image storage media and data storage media, all being pre-recorded; sound
storage media, image storage media and data storage media, including such for interactive use';

- Class 16: Printed matter, newsletters, books, brochures, posters, decals, bumper stickers; musical notes and
scores';

- Class 25: Clothing including T-shirts, sweatshirts, jackets, hats, and baseball caps';

- Class 41: Entertainment services provided by a musical band, including television programs, radio programs
and electronic publishing; providing information relating to music, concerts, artists, and entertainment services,
both via the Internet and other communications networks; organising of concerts and other performances'.

4. The application was published in Community Trade Marks Bulletin No 22/2000 of 20 March 2000.

5. On 20 June 2000, the applicant filed a notice of opposition against the trade mark applied for in respect of
all the goods and services to which the application related. The opposition was based on the earlier German
word mark No 39 743 603, West, and its earlier international word mark No 700 312, West. As regards the
German trade mark, the opposition concerned the following goods and services:

- photographic, cinematographic and optical apparatus and instruments; apparatus for recording, transmission or
reproduction of sound and images; magnetic data carriers, phonograph records, automatic vending machines;
data processing equipment and computers', falling within Class 9;

- paper, cardboard and goods made from these materials (included in this class); printed matter, bookbinding
material; photographs; stationery; adhesives for stationery or household purposes; artists' materials; paint
brushes; typewriters and office requisites (except furniture); instructional and teaching material (except
apparatus); plastic materials for packaging (included in this class); playing cards; printer's type; printing
blocks', falling within Class 16;

- clothing, including sportswear, footwear, headgear, scarves, cravats, stockings, braces', falling within Class
25;

- education and entertainment, especially organisation and realisation of festivals, festivities and music events',
falling within Class 41.

6. On 1 February 2001, the other party to the proceedings before the Board of Appeal, Bluenet Ltd, became
the successor in title to BMG Music for the purposes of the trade mark application.

7. By decision of 25 January 2002, the Opposition Division of OHIM, first, refused to take the earlier
international trade mark into account on the ground that the opponent had failed to provide the evidence
pertaining to it and, second, rejected the trade mark application for the goods and services in Classes 9, 16,
25 and 41 on the ground that the two conflicting signs as well as the goods or services in question were
identical or similar.

8. On 15 March 2002, the other party to the proceedings before the Board of Appeal brought an appeal
against the Opposition Division's decision.

9. The Second Board of Appeal of OHIM, by decision of 17 November 2003 (Case R 238/20022, the
contested decision'), set aside the decision of the Opposition Division and rejected the opposition.
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10. The Board of Appeal held that the goods and services concerned were partly similar and partly identical
(paragraph 16 of the contested decision). However, it found that there was a low degree of visual and aural
similarity between the signs at issue and that there was only a degree of similarity between them from a
conceptual point of view (paragraphs 19, 20 and 21 of the contested decision). Thus, in making its global
assessment of the two marks, it concluded that the differences between the mark applied for and the earlier
German mark were sufficiently significant to enable the marks to coexist in the market place. It therefore
found that there existed no likelihood of confusion between them, within the meaning of Article 8(1)(b) of
Regulation No 40/94, on the part of the public in the territory in which the earlier trade mark is protected
(paragraph 22 of the contested decision).

Procedure and forms of order sought

11. The other party to the proceedings before the Board of Appeal did not lodge any written observations at
the Court within the prescribed period. Having initially stated, by letter of 24 June 2004, that it intended to be
present at the hearing, it subsequently informed the Court, on 12 January 2005, that it no longer intended to
do so. It must be held that that party has not participated in the proceedings before the Court of First Instance
within the meaning of Article 134(1) of the Court's Rules of Procedure, particularly since it has neither
proposed its own form of order nor stated that it was supporting the form of order sought by either of the
other parties. It must therefore be found that it does not have the status of an intervener before the Court.

12. The applicant claims that the Court should:

- annul the contested decision on the ground that it does not comply with Article 8(1)(b) of Regulation No
40/94;

- declare that there is a likelihood of confusion between the trade mark applied for, Westlife, and the German
trade mark, West;

- order OHIM to pay the costs.

13. OHIM, expressly stating that it is obliged to seek the following form of order, formally requests the Court
to:

- dismiss the application;

- order the applicant to pay the costs.

Law

Arguments of the parties

14. The applicant puts forward a single plea in law, alleging there is a likelihood of confusion between the
conflicting trade marks within the meaning of Article 8(1)(b) of Regulation No 40/94. In its submission, the
Board of Appeal erred in so far as it found that there was no likelihood of confusion in the circumstances of
this case between the trade mark applied for, Westlife, and the trade mark West, which is registered in
Germany.

15. OHIM concurs, in essence, with the arguments advanced by the applicant. However, in its response it
formally contends that the application should be dismissed because, in its view, the case-law of the Court of
First Instance obliges it to do so. It refers in that regard to the judgments in Case T110/01 Vedial v OHIM -
France Distribution (HUBERT) [2002] ECR II5275, paragraph 16 et seq., and Case T99/01 Mystery Drinks v
OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR II43, paragraph 14 et seq.

Findings of the Court
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The formulation of the form of order sought by OHIM

16. It must be stated at the outset that, in proceedings concerning an action brought against a decision of an
OHIM Board of Appeal adjudicating in opposition proceedings, OHIM does not have power to alter, by the
position which it adopts before the Court of First Instance, the terms of the dispute, as delimited in the
respective claims and contentions of the applicant for registration and of the opposing party (Case C106/03 P
Vedial v OHIM [2004] ECR I0000, paragraphs 26 to 38, upholding on appeal the judgment in HUBERT ,
cited at paragraph 15 above).

17. However, contrary to the assertion made by the Office in its response, it does not follow from those
decisions that OHIM is obliged to claim that an action brought against a decision of one of its Boards of
Appeal should be dismissed. As the Court of First Instance held in its judgment in Case T107/02 GE Betz v
OHIM - Atofina Chemicals (BIOMATE) [2004] ECR II0000, while OHIM does not have the requisite
capacity to bring an action against a decision of a Board of Appeal, it cannot, however, be required to defend
systematically every contested decision of a Board of Appeal or automatically to claim that every action
challenging such a decision should be dismissed (paragraph 34 of the judgment).

18. OHIM, although it cannot alter the terms of the dispute may, therefore, claim that the form of order
sought by whichever one of the parties it may choose should be allowed and may put forward arguments in
support of the pleas in law advanced by that party. However, it cannot independently seek an order for
annulment or put forward pleas for annulment which have not been raised by the other parties (see, to that
effect, the judgment in HUBERT , cited at paragraph 15 above, paragraph 24).

19. In this instance, OHIM stated clearly both in its response and at the hearing that it wishes to support the
form of order sought, and the pleas in law advanced, by the applicant. It expressly stated that it was formally
requesting that the action be dismissed solely because it considered itself obliged to do so in view of the
case-law of the Court of First Instance. Since, for the reasons set out in the foregoing paragraphs, that
analysis does not reflect the law as it currently stands, it is appropriate to reformulate the form of order
sought by OHIM and deem OHIM to have pleaded in essence that the applicant's claim be allowed. Following
that reformulation, there is no inconsistency between the form of order sought and the arguments advanced in
the response.

Substance

20. It must first of all be observed, that under Article 8(1)(b) of Regulation No 40/94, upon opposition by the
proprietor of an earlier trade mark, a trade mark is not registered if because of its identity with or similarity
to the earlier trade mark and the identity or similarity of the goods or services covered by the trade marks
there exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark
is protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark.'

21. By virtue of settled case-law, the likelihood of confusion as to the commercial origin of the goods or
services must be assessed globally, according to the perception which the relevant public has of the signs and
of the goods or services in question and taking into account all factors characterising the particular case, in
particular the interdependence between the similarity of the signs and that of the goods or services identified
(see Case T162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003]
ECR II2821, paragraphs 29 to 33, and the cases cited).

22. As regards the definition of the relevant public in this case, the applicant and OHIM concur that it
consists, at the very least, of average German consumers. It is apparent from the terms of the contested
decision that the Board of Appeal also used that definition.
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23. Further, the finding of the Board of Appeal that the goods covered by the trade marks in question are
partly identical and partly similar has not been challenged by the parties represented before the Court.

24. However, the applicant and OHIM challenge the finding in the contested decision that the degree of
similarity between the two signs at issue was not sufficient to give rise to a likelihood of confusion. They
submit that the conflicting signs are sufficiently similar to give rise to a likelihood of confusion on the part of
the relevant public, regard being had to the identity or similarity of all the goods and services covered.

25. In the light of the foregoing, it is necessary to examine whether the mark applied for, Westlife, and the
earlier mark, West, are sufficiently similar to create a likelihood of confusion on the part of the average
German consumer with regard to the commercial origin of the goods and services concerned, in view of the
fact that the latter are identical or similar.

26. It is clear from the case-law that the global assessment of the likelihood of confusion between the trade
marks must, as regards the visual, aural or conceptual similarity of the signs in question, be based on the
overall impression created by them, bearing in mind, in particular, their distinctive and dominant components
(see, by analogy, Case C251/95 SABEL [1997] ECR I6191, paragraph 23, and Case C342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I3819, paragraph 25).

27. Here, the sign Westlife is composed of two words joined together, the word west' and the word life'.
Thus, west' is one of two terms which alone form the mark applied for, Westlife, and the only term forming
the earlier mark, West.

28. In relation to conceptual similarities, both trade marks evoke the idea of the West, since they both contain
the element west'. As to the second component of the mark applied for, the Board of Appeal rightly stated
that the word life' may be recognised by the relevant public as being the English for the German word Leben'
and, accordingly, as a term with an identifiable meaning rather than a made-up name.

29. Thus, the life' component, associated with the other term comprising the mark (west'), may be taken by
the relevant public as a reference to a lifestyle.

30. The addition of the connotation concerning lifestyle is not sufficient to distinguish the two trade marks
significantly in conceptual terms. Since both marks will be perceived as evoking western goods or services in
the case of West or as pertaining to a western lifestyle in the case of Westlife, they both have similar
connotations, which entails a degree of similarity from the conceptual point of view.

31. As regards the aural similarities, the Board of Appeal relied on the fact, stated at paragraph 28 above, that
life' is an English word which may be recognised as such by the average German consumer. Thus, it stated
that if the second component of the mark applied for is recognised as an English word, it cannot be excluded
as unlikely' that the mark as a whole, including the term west', which exists in English as well as in German,
will be pronounced in an English way by the average German consumer. By contrast, the mark West will be
pronounced in a German way, i.e. in the same way as the word vest' would be pronounced following the rules
of English or French pronunciation.

32. The phrase it cannot be excluded as unlikely' is not at all emphatic, in fact so little so that it suggests, a
contrario, that there is also a real possibility of the average German consumer pronouncing the west'
component of the mark applied for, Westlife, in the German way, in which case there would be a real aural
similarity between the two marks.

33. Although it is likely that some of the consumers making up the relevant public will pronounce the west'
element of the mark applied for, Westlife, in the English way, the fact none the less
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remains that other consumers will pronounce it in the German way. In those circumstances, there is a degree
of aural similarity between the two marks, despite the presence of the life' element in the mark applied for,
Westlife.

34. Visually, there is no question that there is a degree of similarity between the marks at issue because the
earlier trade mark, West, is the first component of the mark applied for, Westlife. Furthermore, since the two
marks are word marks, they are both written in a non-stylised way for the purposes of any assessment of their
visual similarity. Thus, the average consumer, who must normally rely on his imperfect mental image of the
trade marks (see, by analogy, Lloyd Schuhfabrik Meyer , paragraph 26 above, paragraph 26), could confuse
the marks in question from a visual perspective.

35. It must be concluded that the conflicting signs are therefore visually similar, without, however, it being
possible to say that there is a very high degree of visual similarity between them.

36. If the two signs concerned are assessed globally, neither of the elements west' or life' emerges clearly as
the dominant element of the trade mark applied for in this instance. In that regard, it would be artificial to
consider west' to be dominant because it forms the first element of the mark applied for but there is no reason
to consider the life' element to be dominant either. Although it is true that west' is a German word as well as
an English word, whilst life' is only an English word, and thus foreign from the perspective of the relevant
public, west' is not descriptive of either the goods and services in question or even their qualities.

37. It must also be borne in mind that the Court of First Instance has already held that, on an initial analysis,
where one of the two words which alone constitute a word mark is identical, both visually and aurally, to the
single word which constitutes an earlier word mark, and where those words, taken together or in isolation,
have no conceptual meaning for the public concerned, the marks at issue, each considered as a whole, are
normally to be regarded as similar (Case T286/02 Oriental Kitchen v OHIM - Mou Dybfrost (KIAP MOU)
[2003] ECR II0000, paragraph 39).

38. In this instance one of the two words which alone constitute the word mark applied for is actually
identical in appearance to the sole word forming the earlier word mark. Aurally, there is a degree of
similarity, although the pronunciation of the word west' is not identical, at least as regards the whole of the
relevant public. In this instance, the two words forming the Westlife mark mean something to the relevant
public but they do not describe either the goods or services in question or their qualities and therefore do not
have any particular connotation in relation to them.

39. Although the approach described at paragraph 37 above is not therefore directly applicable in this case, it
must none the less be stated that the only visual difference between the two word marks at issue is that one
of them contains a further element added to the first. Moreover, as stated above, there is a degree of similarity
between the two marks in aural terms and, in particular, in conceptual terms.

40. It must therefore be held, in this case, that the fact that the Westlife trade mark consists exclusively of the
earlier West trade mark, to which another word, life', has been added, is an indication that the two trade
marks are similar.

41. However, the Court must reject the applicant's argument that the Westlife sign could be perceived by the
relevant public as deriving from its trade mark West, since that argument is based on the fact that the
applicant purports to be the proprietor not only of the West mark but also of other marks composed of the
word west', to which a further element is added. In fact, the applicant based its opposition before the
Opposition Division on only two earlier WEST word marks, one German and the other international (see, to
that effect, Case T237/01 Alcon v OHIM - Dr. Robert Winzer Pharma (BSS) [2003] ECR II411, paragraphs
61 and 62, upheld on appeal by order of the Court of Justice of 5 October 2004 in Case C192/03 P Alcon v
OHIM [2004] ECR I0000).
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42. On the other hand, the existence of the earlier West trade mark may have created an association in the
mind of the relevant public between that term and the products marketed by its owner, with the result that the
new trade mark consisting of West' in combination with another word might well be perceived as a variant of
the earlier mark. Therefore, the relevant public might think that the origin of the goods and services marketed
under the Westlife mark is the same as that of the goods and services marketed under the West mark, or at
least that there is an economic link between the various companies or undertakings which market them (see,
to that effect, Case T129/01 Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II2251, paragraph
57).

43. In the light of all of the foregoing and in view of the fact, which is not disputed here, that the goods and
services in question are identical or similar, the Court finds that there is a likelihood of confusion between the
two trade marks within the meaning of Article 8(1)(b) of Regulation No 40/94.

44. Consequently, the contested decision must be annulled. As to the applicant's second claim, it is sufficient
to state that it is subsumed within the claim for annulment based on infringement of Article 8(1)(b) of
Regulation No 40/94.

Costs

45. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. As OHIM has been unsuccessful, in that the
Board of Appeal's decision is annulled, it must be ordered to pay the applicant's costs, in accordance with the
form of order sought by the applicant, nothwithstanding the reformulation, at paragraph 19 above, of the form
of order sought by OHIM.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Metso Paper Automation Oy v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Word mark PAPERLAB - Absolute ground for refusal of registration - Article 7(1)(c) of

Regulation (EC) No 40/94 - Descriptive sign. Case T-19/04.

In Case T-19/04,

Metso Paper Automation Oy, established in Helsinki (Finland), represented by J. Tanhuanpää, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen, acting as Agent,

defendant,

ACTION against the decision of the First Board of Appeal of OHIM of 17 November 2003 (Case R
842/2002-1) concerning an application for registration of the Community word mark PAPERLAB,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Mengozzi and I. Wiszniewska-Biaecka, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 19 January 2004,

having regard to the response lodged at the Registry of the Court of First Instance on 26 April 2004,

further to the hearing on 16 February 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background

1. On 13 February 2002, the applicant filed an application with the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM) for a Community trade mark pursuant to Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the word mark PAPERLAB.

3. The goods for which registration was sought are in class 9 within the meaning of the Nice Agreement
Concerning the International Classification of Goods and Services for the Purposes of the Registration
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of Marks of 15 June 1957, as revised and amended, and are described as follows: computer equipment and
measuring installations for surveying and testing of paper'.

4. By decision of 18 September 2002 the examiner rejected the application for registration pursuant to Article
38 of Regulation No 40/94 on the ground that the mark applied for did not have distinctive character and was
descriptive of the goods concerned within the meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

5. On 14 October 2002, the applicant lodged an appeal with OHIM against the examiner's decision.

6. By decision of 17 November 2003, notified to the applicant by letter of 20 November 2003, the First
Board of Appeal of OHIM upheld the examiner's decision in so far as it rejected the application for
registration on the basis of Article 7(1)(c) of Regulation No 40/94 and remitted the case to the examiner to
appraise the trade mark application on the basis of Article 7(3) of Regulation No 40/94.

Forms of order sought

7. The applicant claims that the Court of First Instance should:

- annul the contested decision insofar as registration of the word mark PAPERLAB was refused on the basis
of Article 7(1)(c) of Regulation No 40/94;

- order OHIM to pay the costs.

8. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

9. In support of its action, the applicant relies on a single plea alleging infringement of Article 7(1)(c) of
Regulation No 40/94.

Arguments of the parties

10. The applicant submits that the PAPERLAB mark is not descriptive of the goods for which registration was
sought, but that it is only suggestive. It puts forward three arguments in that connection.

11. First, no direct link can be shown between the PAPERLAB mark and the goods in question. Paperlab' is
an invented term because the combination of the words paper' and lab' is unusual. The PAPERLAB mark has
a specific place and function on the relevant market because the target public consists only of a small group
of professionals working in the paper industry.

12. In order to establish the absence of a direct link between the PAPERLAB mark and the goods for which
registration was sought, the applicant first of all analyses the meaning of the words paper' and lab' and claims
that the key part of the PAPERLAB sign is the word lab'. According to various definitions lab' (or
laboratory') denotes a room, building or place used for conducting scientific tests and research or for teaching
science, or a place where medicines or chemicals are produced. There is a significant difference in meaning
between a place on the one hand, and equipment, such as the goods for which registration was sought, on the
other. When consumers see or hear the word paperlab' they cannot therefore tell that it refers to equipment
and not to a building or place in which scientists work.

13. Next, as regards the invented character of the PAPERLAB mark, the applicant submits that that word sign
is the result of an original construction using the words paper' and lab' juxtaposed
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to create an unusual structure which is not a familiar expression in the English language. That lexical
invention, like the mark BABY- DRY (Case C-383/99 P Procter and Gamble v OHIM [2001] ECR I-6251,
paragraph 40), gives distinctive character to the mark so formed, enabling it to carry out its main function,
namely that of identifying the undertaking which puts the goods on the market.

14. Finally, in respect of the particular place and function of the PAPERLAB mark on the relevant market,
the applicant recalls that the target public is a small group of technical experts and engineers working in the
paper industry, a definition accepted by the Board of Appeal, who carefully review the product and the mark
used with it. That public is therefore perfectly capable of understanding the ordinary meanings of the words
paper' and lab' and of evaluating the distinctive character of the combination of those two words and their use
to describe electronic equipment and not a service. Further, on the one hand no third party would use the
word paperlab' or have a particular need or interest to use it for trade purposes, and on the other the
PAPERLAB mark does not restrict the rights of third party undertakings who can still freely use the words
paper', laboratory' and lab', either separately or in combination.

15. Secondly, the applicant claims that the PAPERLAB mark has been registered in Finland for identical
goods, and, for similar goods, in the Benelux countries, Japan and some Anglo-Saxon countries (the United
States and Canada) where the target public can have no uncertainty as to the meaning in English of the words
lab', paper' or laboratory'. The large number of those registrations is an important indication as to the
registrability of the PAPERLAB mark at Community level.

16. Thirdly, OHIM has allowed registration of marks having a combination of words similar to that used to
make up the PAPERLAB mark for goods in Class 9, in particular electronic circuit equipment or computer
accessories. The contested decision is not therefore consistent with OHIM's practice in previous decisions. The
applicant cites as examples the IQ-PAPER, PAPERMARK, PAPERPAD, PAPERGATE and PAPERMASTER
marks.

17. In its defence, OHIM shares the Board of Appeal's view that the PAPERLAB mark is descriptive.

18. First, considering the meaning of the words paper' and lab', the goods for which registration of the mark
was sought and the target public, the PAPERLAB mark describes in English, in a simple, straightforward
manner, the intended function or purpose of the goods concerned owing to the sufficiently direct and precise
connection between the PAPERLAB sign and those goods. That sign is therefore understood by the relevant
public as meaning a testing unit or system for paper and paper products, rather than a laboratory, in the
classic sense of the word.

19. According to OHIM, the juxtaposition of the words paper' and lab' in the PAPERLAB sign is also not
unusual from a syntactic point of view, but corresponds to the normal and grammatically correct way of
referring to the kind of goods concerned. Those two words are clearly susceptible of being used in common
parlance by the public concerned to designate the characteristics of the goods. The paperlab' combination is
therefore unable to confer distinctive character on the mark applied for, because it does not produce a
different meaning from that produced by the words paper' and lab' in everyday language, unlike the
combination at issue in the Procter and Gamble v OHIM case, cited above. Thus OHIM agrees with the
applicant's analysis of the target public, but concludes that it is precisely because of the experience and
knowledge of that specialised public that it is able to grasp the exact technical meaning of the term paperlab'.
For that public, the PAPERLAB mark delivers a clear and direct message, namely that the applicant provides
equipment designed like a laboratory for surveying and testing paper.

20. It is also not necessary that the sign be actually in use at the time of the application for registration in a
way that is descriptive of the goods or of the characteristics of those goods. It is sufficient that those signs
and indications could be used for such purposes.
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21. Secondly, OHIM states that although national decisions on earlier registrations may be taken into
consideration in the examination of applications for the registration of Community trade marks, such decisions
are not binding.

22. Thirdly, when OHIM examines an application for registration of a trade mark and must assess whether or
not any of the absolute grounds for refusal set out in Article 7 of Regulation No 40/94 apply, it must reach
its decision in the light of the characteristics peculiar to the mark applied for and in relation to the goods and
services as described in the application for registration. Therefore OHIM's earlier decisions on the registration
of trademarks having similarities with the PAPERLAB mark cannot bind OHIM in its assessment in this case
of whether or not any absolute grounds for refusal apply, even less so because the marks referred to by the
applicant are different from the PAPERLAB mark inasmuch as they do not relate to the same words and refer
to goods and services other than those for which registration of the mark was sought.

Findings of the Court

23. Under Article 7(1)(c) of Regulation No 40/94 trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service' are not to be registered. Furthermore, Article 7(2) of that regulation specifies that Paragraph
1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community'.

24. The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are those which may serve
in normal usage from the point of view of the target public to designate, either directly or by reference to one
of their essential characteristics, the goods or service in respect of which registration is sought (Procter and
Gamble v OHIM , cited above, paragraph 39, and Case T-222/02 HERON Robotunits v OHIM
(ROBOTUNITS) [2003] ECR II-0000, paragraph 34).

25. It follows that, for a sign to be caught by the prohibition set out in that provision, there must be a
sufficiently direct and specific relationship between the sign and the goods and services in question to enable
the public concerned immediately to perceive, without further thought, a description of the goods and services
in question or one of their characteristics (see, to that effect, Case T-311/02 Lissotschenko and Hentze v
OHIM (LIMO) [2004] ECR II-0000, paragraph 30).

26. For a trade mark which consists of a neologism or a word produced by a combination of elements to be
regarded as descriptive within the meaning of Article 7(1)(c) of Regulation No 40/94, it is not sufficient that
each of its components may be found to be descriptive. The word or neologism itself must be found to be so
(Joined Cases T-367/02 to T-369/02 Wieland-Werke v OHIM (SnTEM, SnPUR, SnMIX) [2005] ECR II-0000,
paragraph 31).

27. In addition, a trade mark consisting of a neologism or a word composed of elements each of which is
descriptive of characteristics of the goods or services in respect of which registration is sought is itself
descriptive of the characteristics of those goods or services for the purposes of Article 7(1)(c) of Regulation
No 40/94, unless there is a perceptible difference between the neologism or the word and the mere sum of its
parts. That assumes that, because of the unusual nature of the combination in relation to the goods or services,
the neologism or word creates an impression which is sufficiently far removed from that produced by the
mere combination of meanings lent by the elements of which it is composed, with the result that the word is
more than the sum of its parts (SnTEM, SnPUR, SnMIX , cited above, paragraph 32). In that connection, an
analysis of the term in question in the light of the relevant lexical and grammatical rules is also useful (see, to
that effect, ROBOTUNITS , cited above, paragraph 39, and Case T-173/03 Geddes v OHIM
(NURSERYROOM) [2004] ECR II-0000, paragraph 21).
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28. In this case, the goods for which registration of the PAPERLAB mark is sought are computer equipment
and measuring installations for surveying and testing of paper. Since the goods concerned are specialised
equipment, the relevant public effectively consists of professionals and consumers experienced in the sector of
computer equipment and measuring installations for surveying and testing of paper and has a command of
English.

29. As regards the applicant's argument that there is no direct link between the PAPERLAB mark and the
goods in question, it is not disputed that that mark consists of two distinct elements, namely the word paper'
and the word lab'. The word paper' is a direct reference to the intended purpose and therefore to a
characteristic of the goods for which registration of the mark is sought. Lab' describes a function of the goods
for which registration of the mark is sought. It is common ground that the word lab' denotes a laboratory and
that the intended purpose of the products for which registration of the mark is sought is the surveying and
testing of paper, activities usually carried out in or by a laboratory. It is true that the first meaning of the
word lab' is a place rather than equipment. However, that meaning must be analysed in relation to the goods
covered in the trade mark application. From that viewpoint, the word lab' is perfectly capable of describing
equipment or apparatus designed to carry out surveys and tests.

30. In light of those elements, the target public is able to understand the meaning of the words paper' and lab'
as referring respectively to paper and a laboratory. Therefore both of the words in the PAPERLAB mark must
be regarded as descriptive of one of the characteristics or functions of the goods for which registration of the
mark is sought.

31. Moreover, the target public is able to understand the PAPERLAB sign as denoting a system designed like
a laboratory for surveying and testing paper, as the Board of Appeal rightly observed. Owing to its command
of English and technical knowledge of the goods and the paper industry, that experienced and qualified public
is perfectly aware of the nature, characteristics and intended use of the computer equipment and measuring
installations for surveying and testing paper. It will therefore associate the PAPERLAB mark with the goods
for which registration is sought. It is precisely on account of that public's professionalism and experience that
it is able to grasp the exact technical meaning of the word paperlab', contrary to the applicant's claims.

32. In respect of the applicant's argument relating to the invented character of the PAPERLAB mark, the
structure of the paperlab' combination is not unusual. On the contrary, the sign in question, in coupling the
words paper' and lab' in the grammatically correct order in English, does not create an impression on the part
of the relevant public sufficiently removed from that produced by the mere juxtaposition of the words to
change their meaning or scope. Thus it will not be perceived as unusual by the target public. Accordingly, the
Board of Appeal did not fail to apply the principles laid down by Procter &amp; Gamble v OHIM , cited
above (paragraphs 43 and 44), having regard to the fact that in this case the mark applied for is not a lexical
invention.

33. It follows from the foregoing that the Board of Appeal was right in its finding that the PAPERLAB mark
described in English in a simple and straightforward manner the intended function of the goods for which
registration of the mark was sought. The word sign PAPERLAB does not create an impression sufficiently
removed from that produced by merely joining the words paper' and lab'. Moreover, the paperlab' sign could
also be perceived as denoting one of the technical characteristics of the goods in question, since this is a
question of computer equipment and measuring installations which have been designed to work like a real
mobile laboratory in order to obtain, on the spot, services usually performed in a laboratory.

34. That finding cannot be called in question by the applicant's argument that the word paperlab' is not used
in everyday language and is not in the dictionary. In order for OHIM to refuse to register a trade mark under
Article 7(1)(c) of Regulation No 40/94, it is not necessary that the
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signs and indications composing the mark that are referred to in that article actually be in use at the time of
the application for registration in a way that is descriptive of goods or services such as those for which the
application is filed, or of the characteristics of those goods or services. It is sufficient, as the wording of that
provision itself indicates, that such signs and indications could be used for such purposes. A sign must
therefore be refused registration under that provision if at least one of its possible meanings designates a
characteristic of the goods or services concerned (Case C-191/01 P OHIM v Wrigley [2003] ECR I-12447,
paragraph 32). Further, OHIM is not obliged to prove that the sign is in the dictionary. The registrability of a
sign as a Community trade mark must be assessed only on the basis of the relevant Community legislation as
interpreted by the Community Courts. Therefore it is sufficient that the Board of Appeal applied the
descriptiveness test, as interpreted by the case-law, in order to reach a decision and it was not obliged to
justify its action by the production of evidence (Case T-289/02 Telepharmacy Solutions v OHIM
(TELEPHARMACY SOLUTIONS) [2004] ECR II-0000, paragraph 54).

35. Since it is established that the PAPERLAB sign may be descriptive of one of the functions of the goods
for which registration of the PAPERLAB mark is sought, the argument that third parties may use the general
words paper', lab' and laboratory', separately or in combination, is irrelevant.

36. It follows from the foregoing that the applicant's first argument is not well founded.

37. The applicant's second argument that there are national decisions on earlier registrations of the
PAPERLAB mark for identical or similar products is also not well founded. The Community trade mark
regime is an autonomous system with its own set of objectives and rules peculiar to it; it applies
independently of any national system (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR
II-3829, paragraph 47). The registrability of a sign as a Community trade mark must therefore be assessed by
reference only to the relevant Community rules. OHIM and, if appropriate, the Community judicature are not
bound by a decision given in a Member State, or a third country, that the sign in question is registrable as a
national mark. That is so even if such a decision was adopted under national legislation harmonised with First
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1) or in a country belonging to the linguistic area in which the word sign in
question originated (Case T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph
47).

38. In this case, there are no grounds for concluding that the Board of Appeal failed to have regard to the
relevant Community rules when it analysed the registrability of the PAPERLAB sign as a Community trade
mark. Moreover, according to the case-law cited above, it was free to take into consideration the fact that the
PAPERLAB mark was registered in two English-speaking countries (the United States and Canada) and draw
the appropriate conclusions regarding the approach to adopt in respect of the registration of the PAPERLAB
mark.

39. The applicant's third argument that in the past OHIM has allowed registration of marks having a
combination of words similar to that used to make up the PAPERLAB mark is also not well founded. In the
first place, the marks cited by the applicant can be distinguished from the PAPERLAB mark applied for in
that they denote goods and services other than those involved in this case. Secondly, decisions concerning
registration of a sign as a Community trade mark which the Boards of Appeal are called on to take under
Regulation No 40/94 are adopted in the exercise of circumscribed powers and are not a matter of discretion.
Accordingly, the registrability of a sign as a Community trade mark must be assessed only on the basis of the
relevant Community legislation, as interpreted by the Community judicature, and not on the basis of a
different approach taken in the past by the Boards of Appeal in their decisions (Case T-323/00 SAT.1 v
OHIM (SAT.2) [2002] ECR II-2839,
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paragraph 60, not invalidated on this point by Case C-329/02 P SAT.1 v OHIM [2004] ECR II-0000).

40. It follows from the foregoing that the sole plea regarding infringement of Article 7(1)(c) of Regulation No
40/94 cannot be accepted. The action must therefore be dismissed.

Costs

41. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they were applied for in the successful party's pleadings. Since the applicant has
been unsuccessful, it must be ordered to pay the costs, as applied for by OHIM.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Shaker di L. Laudato &amp; C.

Sas v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Application for figurative Community trade mark Limoncello della Costiera Amalfitana

shaker - Earlier national word mark LIMONCHELO - Likelihood of confusion - Article 8(1)(b) of
Regulation (EC) No 40/94. Case T-7/04.

In Case T-7/04,

Shaker di L. Laudato &amp; C. Sas, established in Vietri sul Mare (Italy), represented by F. Sciaudone,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by M.
Capostagno, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM having been

Limiñana y Botella, SL, established in Monforte del Cid (Spain),

ACTION brought against the decision of the Second Board of Appeal of OHIM of 24 October 2003 (Case R
933/2002-2), relating to opposition proceedings between Limiñana y Botella, SL and Shaker di L. Laudato
&amp; C. Sas,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, J. Azizi and E. Cremona, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Court Registry on 7 January 2004,

having regard to the response lodged at the Court Registry on 24 May 2004,

further to the hearing on 20 January 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 24 October 2003 (Case R 933/2002-2) and alters it so that the appeal
brought before OHIM by the applicant is well founded and consequently the opposition must be rejected;

2. Orders OHIM to pay the costs.

Facts

1. On 20 October 1999 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council
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Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended (Regulation No 40/94').

2. The trade mark for which registration has been sought is the figurative sign reproduced below:

>image>0

>image>1

3. The goods in respect of which registration has been sought fall within Classes 29, 32 and 33 of the Nice
Agreement concerning the Classification of Goods and Services for the Purposes of the Registration of Marks
of 15 June 1957, as revised and amended (the Nice Agreement') and correspond to the following descriptions
for each of those classes:

- Class 29: Meat, fish, poultry and game; meat extracts; preserved, dried and cooked fruits and vegetables;
jellies, jams, compotes; eggs, milk and milk products; edible oils and fats';

- Class 32: Beers; mineral and aerated waters and other non-alcoholic drinks; fruit drinks and fruit juices;
syrups and other preparations for making beverages';

- Class 33: Alcoholic beverages (except beers)'.

4. By letter of 23 November 1999, OHIM requested the applicant to restrict its application for registration, as
it considered it to be in part ineligible for registration on account of Article 7(1)(g) of Regulation No 40/94.

5. More specifically, OHIM requested withdrawal of the application for registration for goods belonging to
Class 32, non-alcoholic drinks, since, in its view, if the indication limoncello della costiera amalfitana' was
used to designate both goods in that class and goods in Class 33 covering alcoholic drinks, it would be liable
to mislead the consumer by giving him to believe that a bottle designated thus contained the well-known
liqueur limoncello' when that was not the case. OHIM also asked the applicant to restrict the list of goods in
Class 33 to lemon liqueurs from the Amalfi Coast', since the trade mark would be misleading if the liqueur in
question had a different origin, regard being had to the fact that Sorrento and the surrounding area enjoyed a
reputation linked to the specific product and that consequently the origin of the product was decisive in the
consumer's choice.

6. Following the action taken by OHIM, the applicant limited its application, as regards goods in Class 33, to
lemon liqueurs from the Amalfi Coast.

7. The application for a Community trade mark was published in Community Trade Marks Bulletin No 30/00
on 17 April 2000.

8. On 1 June 2000 Limiñana y Botella, SL (the opponent') filed a notice of opposition pursuant to Article
42(1) of Regulation No 40/94 against the registration of the mark applied for.

9. The ground relied on in support of the opposition was the likelihood of confusion provided for by Article
8(1)(b) of Regulation No 40/94, as between, on the one hand, the mark applied for in so far as it concerns
goods in Class 33 of the Nice Agreement and, on the other hand, the opponent's word mark also pertaining to
goods in Class 33, registered in 1996 at the Oficina Española de Patentes y Marcas of the Ministerio de
ciencia y tecnología (Spanish patents and trade marks office):

LIMONCHELO'.

10. By decision of 9 September 2002, the OHIM Opposition Division upheld the opposition and consequently
refused registration of the mark claimed.

11. The Opposition Division justified its decision by stating, in essence, that there was a likelihood
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of confusion on the Spanish market, within the meaning of Article 8(1)(b) of Regulation No 40/94, as
between the trade mark applied for and the earlier mark, given the identity of the goods in question and the
similarity between the marks. The Opposition Division concluded that the marks at issue were similar
following an assessment of their visual, phonetic and conceptual similarities, from which it was clear, in
OHIM's view, that there were visual and phonetic similarities between the dominant element of the mark
claimed, which consists of the term limoncello', and the earlier trade mark.

12. On 7 November 2002 the applicant filed an appeal at OHIM under Articles 57 to 62 of Regulation No
40/94 against the Opposition Division's decision.

13. By decision of 24 October 2003 (the contested decision'), the Second Board of Appeal dismissed the
applicant's appeal. In essence, the Board of Appeal found, having stated that the goods covered by the earlier
mark encompassed those covered by the mark claimed, that the dominant element of the mark claimed was
the word limoncello' and that the trade mark claimed and the earlier trade mark were visually and phonetically
very close to one another and that there was consequently a likelihood of confusion between the two marks.

Forms of order sought

14. The applicant claims that the Court should:

- annul the contested decision and/or alter it so that the opposition is rejected and the applicant's application
for registration is granted;

- order OHIM to pay the costs.

15. The defendant contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

16. At the hearing, the applicant stated that in asking the Court to annul and/or alter the contested decision', it
was actually seeking just as much the annulment as the alteration of the contested decision.

Law

17. The applicant puts forward three pleas in law in support of its claims. It submits that OHIM, in the
contested decision, first, infringed Article 8(1)(b) of Regulation No 40/94, second, misused its powers and,
third, was in breach of its obligation to state reasons for its decisions. The defendant challenges each of those
pleas.

I - First plea alleging infringement of Article 8(1)(b) of Regulation No 40/94

A - Arguments of the parties

1. Applicant's arguments

a) General

18. The applicant submits that, contrary to OHIM's contention, there are not sufficient similarities between the
earlier trade mark and its own trade mark. Consequently, there is no likelihood of confusion between the trade
marks and its mark cannot therefore be refused registration on the basis of Article 8(1)(b) of Regulation No
40/94.

19. The applicant supports its arguments by maintaining that in this instance the earlier mark lacks
distinctiveness and that there is no similarity between the marks at issue.
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b) Distinctiveness of the earlier trade mark

20. The applicant maintains in essence that the earlier trade mark lacked any distinctive character of its own
and that the product which is the subject-matter of these proceedings was particularly well known. However,
neither of those factors was taken into account by OHIM.

21. The applicant supports its claim by relying on the fact that, in common usage, the word limoncello'
designates in Spain, in Italy and in the rest of the world the liqueur from the Amalfi Coast, prepared with
lemon zest, and not exclusively the beverage manufactured by the opponent. The applicant produces in that
connection extracts from internet sites and submits that both the opponent, in its observations of 11 April
2003, and OHIM, in its letter of 23 November 1999, accepted that customary usage.

22. Thus, contrary to what is stated in the opponent's observations of 11 April 2003, limonchelo' is no more
than the translation into Spanish of limoncello', which describes generally the liqueur prepared with lemon zest
and alcohol. The applicant refers in that regard to the results of internet searches based on the word
limonchelo' and to the existence of countless similar trade marks in Spain, as the opponent recognised.

23. The applicant concludes that in the present case the earlier trade mark has a low degree of distinctiveness
and accordingly entails little likelihood of confusion, which means that OHIM must carry out an extremely
rigorous analysis of the elements which may establish that the two marks in question are identical or similar.

c) Similarity of the trade marks in issue

24. As regards a visual comparison, the applicant submits, in essence, that there are significant visual
differences between its trade mark and the earlier mark. It refers in particular to the use of Italian, to the
letters following the letters limonc', to the word elements della costiera amalfitana' and shaker', to the graphic
representation, to the numerous typographical differences and to the colours used.

25. The applicant's principal submission in relation to the phonetic comparison is that the Board of Appeal
wrongly placed importance solely on the word limoncello' and considered the words della costiera amalfitana'
to be verbal elements which were neither dominant nor essential, thereby failing to follow the case-law or
OHIM's previous practice in taking decisions, by virtue of which all relevant factors must be taken into
consideration when an assessment is made of the likelihood of confusion on the part of consumers.

26. The applicant also submits that the comparison of the two trade marks shows that the only phonetic
elements common to both signs are the first two syllables li' and mon', whilst the next syllables chelo' and
cello' and the words della costiera amalfitana' are not phonetically similar.

27. As to a comparison from the conceptual point of view, the applicant maintains, first, that OHIM should
have examined the particular renown of the area from which its product comes, namely the Amalfi Coast. The
applicant mentions in that regard the judgment in Case C39/97 Canon [1998] ECR I5507, paragraph 29, and
points out that OHIM, in its letter of 23 November 1999, emphasised the decisive role played by the
geographic origin of the product in the consumer's choice.

28. Limonchelo' and limoncello della costiera amalfitana' evoke for the average consumer images which are
undoubtedly different. The words della costiera amalfitana' relate to a specific geographical location which is
well known to Spanish consumers, with the result that those consumers could not think that the product
concerned comes from the same undertaking and from the same geographical area as the product manufactured
under the LIMONCHELO trade mark. Accordingly, the words della costiera amalfitana', when added to the
word limoncello', form, in the applicant's submission, a
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very different logical whole from the earlier trade mark.

29. Second, OHIM should have examined the objective conditions under which the marks may be in
opposition on the market (Case T129/01 Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR
II2251, paragraph 57). The Spanish consumer will not be misled into thinking that the product bearing the
LIMONCHELO trade mark, whose label, in addition to three lemons, features the logo of Distileria Toris, and
the product bearing the label limoncello della costiera amalfitana' actually come from the same undertaking.

30. Referring to the judgment in Case T292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und
Einzelhandel (BASS) [2003] ECR II4335, paragraph 54, the applicant submits that any obvious visual and
phonetic similarity can be neutralised when at least one of the marks has a clear and specific meaning from
the point of view of the relevant public. In this instance, the average Spanish consumer will immediately
perceive that the applicant's product is an Italian liqueur, indeed the typical Italian liqueur, made with lemons
from the Amalfi Coast and manufactured in Italy.

31. Accordingly, on the basis of all of the foregoing considerations, the applicant submits that, even though
there is similarity in part between the expressions of which the trade marks in issue are composed, the low
degree of distinctiveness of the word limoncello' and of its Spanish translation limonchelo', together with the
many visual, phonetic and conceptual differences between the trade marks in issue, preclude a likelihood of
confusion on the part of the relevant public. The decision refusing to register the applicant's trade mark is
therefore unlawful.

2. OHIM's arguments

32. OHIM refutes the arguments advanced by the applicant in support of its claims and contends that the
comparative analysis underlying the assessment of the likelihood of confusion, as carried out by the Board of
Appeal and by the Opposition Division, is well founded.

33. The Board of Appeal rightly pointed out that limoncello' constituted the dominant part of the trade mark
claimed. That word is, in the defendant's submission, the element which identifies and distinguishes that mark
from the point of view of average Spanish consumers, who are the reference public in the present case. OHIM
points in that regard to the prominent central position and the larger size of the word limoncello' in relation to
the other elements of the trade mark claimed.

34. OHIM therefore considers it obvious that limoncello', pertaining to the trade mark claimed, and
limonchelo', derived from the earlier mark, may be perceived by the average Spanish consumer as almost
identical in visual and phonetic terms. Both words are composed of ten letters, nine of which are the same;
only the letters l' and h' are different, and, since they fall in the middle of the words, they have a limited
impact so far as their ability to distinguish the marks is concerned. Further, the fact that the Spanish
pronunciation of the earlier mark LIMONCHELO is almost wholly identical to the correct pronunciation of the
Italian word limoncello' entails a high degree of phonetic similarity.

35. OHIM is fully aware of the meaning of the word limoncello' in Italian, but in this instance that does not
undermine the inherent distinctiveness of the word from the point of view of the Spanish public. There is
currently nothing definite to suggest that the average Spanish consumer attributes a precise and specific
semantic value to the word limoncello'.

36. OHIM therefore refutes the applicant's argument that the word limonchelo' is the Spanish version of the
Italian term limoncello', which, for its part, is recognised worldwide, including in Spain, as a generic term
defining a particular type of liqueur. According to OHIM, there is no objective evidence to support the
arguments of the other party. Furthermore, under Article 74 of Regulation No 40/94, it is not within the scope
of OHIM's powers to substitute itself for
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the parties in securing proof to establish that limoncello' has been or has become, in its possible accepted
spellings (see, for example limonchelo'), a generic term in the Spanish public's perception. In that regard,
OHIM observes that the material provided by the applicant, consisting of extracts from internet sites, in no
instance refers to the Spanish public and that the letter of 23 November 1999 is based on matters of fact and
law which are distinct from those concerning the assessment of the likelihood of confusion as between trade
marks.

37. In the present case, the earlier mark is sufficiently distinctive given that it is registered as a national trade
mark. Consequently, OHIM contends that it must confine itself to considering the earlier mark as warranting,
as such, protection with regard to a later trade mark which reproduces its distinctive and dominant element.

38. OHIM also invokes the significant similarities between this case and Case T6/01 Matratzen Concord v
OHIM - Hukla Germany (MATRATZEN) [2002] ECR II4335.

39. In that case the Court of First Instance drew attention to the importance of assessing the likelihood of
confusion by reference to the relevant public and, more specifically, to the perception of the marks in issue
which the reference consumer will have from his own basic linguistic knowledge. It follows that, even if a
term has a particular meaning in one language which, however, is not the reference consumer's basic language,
and there is nothing to establish that the consumer concerned understands that meaning of the term, that term
can certainly be the dominant component, as regards distinctiveness, of the mark of which it forms part.

40. On the basis of the foregoing, OHIM considers the contested decision to be well founded. Relying on the
principle of interdependence between the signs and the products in the assessment of the likelihood of
confusion, the Board of Appeal could legitimately take the view that, since the products at issue were
identical (which the applicant does not dispute), the similarities identified between the trade marks (and
noticeable, in particular, in the near identity of the words limonchelo' and limoncello') could entail a likelihood
of confusion on the Spanish market. The Board of Appeal was thus right to confirm the decision upholding
the opposition, on the ground that there was a likelihood of confusion, as referred to in Article 8(1)(b) of
Regulation No 40/94.

B - Findings of the Court

1. Preliminary considerations

41. In the words of Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier
trade mark, a trade mark is not to be registered if, because of its identity with or similarity to the earlier trade
mark and the identity or similarity of the goods or services covered by the two trade marks, there is a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.

42. Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means trade marks
registered in a Member State with a date of application for registration which is earlier than the date of
application for registration of the Community trade mark.

43. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion (Case T162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO
BEVERLY HILLS) [2003] ECR II2821, paragraph 30, and the case-law cited).

44. According to the same line of case-law, the likelihood of confusion must be assessed globally by reference
to the perception which the relevant public has of the signs and goods in question, taking into account all
factors relevant to the circumstances of the case, in particular the interdependence between the similarity of
the signs and that of the goods or services designated (see the judgment

© An extract from a JUSTIS database



62004A0007 European Court reports 2005 Page 00000 7

in GIORGIO BEVERLY HILLS , cited at paragraph 43 above, paragraphs 31 to 33, and the case-law cited).

45. In this instance, the earlier trade mark is a word mark which is registered and protected in Spain.
Furthermore, the goods in issue are goods intended for everyday consumption. Accordingly, account must be
taken, for the purposes of the assessment of whether there is a likelihood of confusion in this case, of the
perception of the relevant public, which consists of average Spanish consumers.

46. Since the relevant public has been defined, a comparison must be made, first, of the goods concerned and,
second, of the signs at issue.

2. Comparison of the goods

47. In relation to the comparison of the relevant goods, the Board of Appeal held that the goods covered by
the earlier trade mark encompassed the goods to which the trade mark application related: that was not
disputed by the parties. It must therefore be stated that the goods are identical.

3. Comparison of the signs

a) Preliminary considerations

48. As regards the comparison between the trade marks in issue, it is necessary to point out, first of all, that
in this case the trade mark claimed is a complex mark composed of verbal and figurative elements, whilst the
earlier trade mark is purely a word mark.

49. Further, the Court recalls that, concerning the similarity of conflicting signs, it is clear from the case-law
that the global assessment of the likelihood of confusion must, as far as concerns the visual, phonetic or
conceptual similarity of the signs in question, be based on the overall impression given by the signs, bearing
in mind, inter alia, their distinctive and dominant components (BASS , cited at paragraph 30 above, paragraph
47, and the cases cited).

50. Consequently, it must be held that a complex trade mark, one of whose components is identical or similar
to another mark, cannot be regarded as being similar to that other mark, unless that component forms the
dominant element within the overall impression created by the complex mark. That is the case where that
component is likely to dominate, by itself, the image of that mark which the relevant public keeps in mind,
with the result that all the other components of the mark are negligible within the overall impression created
by it (MATRATZEN , cited at paragraph 38 above, paragraph 33, confirmed on appeal by order of the Court
of Justice of 28 April 2004 in Case C3/03 P Matratzen Concord v OHIM [2004] ECR I0000).

51. That assessment does not amount to taking into consideration only one component of the complex trade
mark and comparing it with another mark. On the contrary, a comparison of the marks concerned must be
made by examining them, each considered as a whole. However, that does not mean that the overall
impression created in the mind of the relevant public by a complex trade mark may not, in certain
circumstances, be dominated by one or more of its components (MATRATZEN , paragraph 38 above,
paragraph 34).

52. In the assessment of the dominant character of one or more given components of a complex trade mark,
account must be taken, in particular, of the intrinsic qualities of each of those components by comparing them
with those of the other components. In addition and accessorily, account may be taken of the relative position
of the various components within the arrangement of the complex mark (MATRATZEN , cited at paragraph
38 above, paragraph 35).

53. Specifically, that means that the Board of Appeal had to consider which component of the trade mark
claimed was apt, by virtue of its visual, phonetic or conceptual characteristics, to convey, by itself, an
impression of that mark which the relevant public keeps in mind, with the result that
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all the other components of the mark are negligible in that respect. As stated at paragraphs 51 and 52 above,
the outcome of that examination may be that a number of components must be regarded as dominant.

54. However, if the trade mark claimed is a complex mark which is visual in nature, the assessment of the
overall impression created by that mark and the determination as to whether there is any dominant element
must be carried out on the basis of a visual analysis. Accordingly, in such a case, it is only to the extent to
which a potentially dominant element includes non-visual semantic aspects that it may become necessary to
compare that element with the earlier mark, also taking into account those other semantic aspects, such as for
example phonetic factors or relevant abstract concepts.

b) Dominant component

i) Description of the components of the trade mark claimed on the basis of a visual appreciation

55. The Court observes that the components of the trade mark claimed are the word limoncello' written in
large white letters, the words della costiera amalfitana' written in smaller yellow letters, the word shaker' in
smaller blue letters in a box against a white background and the k' of which represents a glass and, finally,
the figurative representation of a large round dish whose centre is white and whose border is decorated with
yellow lemons on a dark background and an alternating turquoise and white band. All these components of
the trade mark are set against a dark blue background.

ii) Dominance of the round dish decorated with lemons in the mark claimed

56. The figurative component of the mark claimed, consisting of a round dish decorated with lemons, in
addition to its realistic representation of a dish, is made distinctive by its contrasting colours, its large size and
the realistic depictions of lemons on its border, the whole giving this representation a quite particular visual
attraction.

57. The round dish decorated with lemons has, by virtue of its intrinsic qualities, a high degree of
distinctiveness as compared with the other components of the mark claimed and in particular as compared
with the word limoncello'. It is therefore dominant in relation to the other elements of the mark claimed.

58. As an ancillary matter, it should be observed that, in spite of its slightly off-centre position, the figurative
representation of the dish is in the lower two thirds of the mark claimed and covers most of that area, whilst
the word limoncello' covers only a large part of the upper third of the mark claimed.

59. It follows that the representation of the round dish decorated with lemons must be regarded as being
clearly the dominant component of the mark claimed.

iii) Assessment of the other elements of the mark claimed

- Limoncello'

60. In this instance the Court cannot concur with the point of view of the Board of Appeal which held, at
paragraph 20 of the contested decision, that the word limoncello' was the dominant element of the mark
claimed, on account essentially of its large lettering and its prominent position, and went on to find, at
paragraph 21 of the contested decision, that the marks at issue were visually and phonetically almost identical.

61. The Court notes that, although it is true that the word limoncello' is shown in larger lettering than the
other verbal components of the mark claimed, its visual impact is none the less markedly less striking than
that of the round dish decorated with lemons. The word limoncello' is also smaller in relation to the figurative
component consisting of the round dish decorated with lemons.
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62. For those reasons alone and without it being necessary to examine the phonetic or conceptual features of
that term, it must be stated that the word limoncello' is not the dominant component of the mark claimed.

- Della costiera amalfitana'

63. The Court notes that, on the basis of a visual assessment, the words della costiera amalfitana' are written
in smaller lettering than the word limoncello' and that they are descriptive of the geographic origin of the
product in question. In addition, those words are markedly smaller than, and their colours form less of a
contrast by comparison with, the figurative representation of the round dish decorated with lemons. The Court
finds that there is no need to examine the phonetic or conceptual features of this component and that it cannot
be regarded as a dominant element of the mark claimed, regard being had in particular to its small size.

- Shaker'

64. On the basis of a visual assessment, it is evident that, despite the white background and the figurative
element consisting of the shape of a glass in the letter k', shaker' and its figurative element are smaller than
the round dish decorated with lemons and the word limoncello' in the mark concerned. Furthermore, shaker'
lacks the contrasting colours of the round dish decorated with lemons. Consequently, the Court finds that there
is no need to examine the phonetic or conceptual features of that term and that it cannot be regarded as a
dominant element of the mark claimed.

c) Global assessment of the likelihood of confusion

65. The figurative representation of a round dish decorated with lemons is the dominant component of the
mark claimed: it has nothing in common with the earlier trade mark, which is purely a word mark.

66. There is therefore no likelihood of confusion between the trade marks in question. The dominance of the
figurative representation of a round dish decorated with lemons in comparison with the other components of
the mark claimed prevents any likelihood of confusion arising from visual, phonetic or conceptual similarities
between the words limonchelo' and limoncello' which appear in the marks at issue.

67. In the context of the global assessment of the likelihood of confusion, it should also be observed that the
average consumer has only occasionally the opportunity to carry out a direct comparison of the various trade
marks but must rely on his imperfect mental image of them (see, by analogy, Case C342/987 Lloyd
Schuhfabrik Meyer [1999] ECR I3819, paragraph 26). The fact that the average consumer retains only an
imperfect mental image of the trade mark renders the dominant element of the mark in question of major
importance (Case T104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II4359, paragraph 47).
Thus, the dominant element of the trade mark claimed (the round dish decorated with lemons) is of major
importance in the overall assessment of the sign because the consumer looking at a label for a strong
alcoholic drink takes notice of, and remembers, the dominant element of the sign, which enables him to repeat
the experience on the occasion of a subsequent purchase.

68. The dominance of the figurative component (a round dish decorated with lemons) in the mark claimed
means that in this instance the assessment of the distinctive elements of the earlier trade mark does not affect
the application of Article 8(1)(b) of Regulation No 40/94. Although the degree of distinctiveness of an earlier
word mark may affect the assessment of the likelihood of confusion (see, to that effect, Case C251/95 SABEL
[1997] ECR I6191, paragraph 24), that requires that there be, at the very least, some likelihood of confusion
between the earlier trade mark and the mark claimed. However, it is clear from the overall assessment of the
likelihood of confusion between
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the trade marks at issue that the dominance, in the case of the mark claimed, of a round dish decorated with
lemons prevents there being any likelihood of confusion with the earlier trade mark. Consequently, there is no
need to adjudicate on the distinctiveness of the earlier trade mark (see, to that effect, Case T110/01 Vedial v
OHIM - France Distribution (HUBERT) [2002] ECR II-5275, paragraphs 64 and 65, upheld on appeal in Case
C106/03 P Vedial v OHIM [2004] ECR I0000, paragraph 54; Case T311/01 Editions Albert René v OHIM -
Trucco (Starix ) [2003] ECR II4625, paragraph 61, and Case T317/01 M+M v OHIM - Mediametrie (M+M
EUROdATA) [2004] ECR II0000, paragraphs 74 and 75).

69. In the light of those considerations, the Court must hold that, notwithstanding the fact that the goods
concerned are identical, there is not a sufficiently high degree of similarity between the trade marks in
question for a finding that the Spanish reference public might believe that the goods in question come from
the same undertaking or, as the case may be, from economically-linked undertakings. Accordingly, contrary to
OHIM's finding in the contested decision, there is no likelihood of confusion between them within the
meaning of Article 8(1)(b) of Regulation No 40/94.

70. Therefore, the applicant's first plea must be accepted.

II - The second and third pleas in law alleging misuse of powers and failure to state reasons

71. Since the first plea in law must be accepted, there is no longer any need to consider the applicant's other
pleas.

72. Therefore, in accordance with Article 63(3) of Regulation No 40/94 the contested decision must be
annulled and altered so that the appeal brought by the applicant before the Board of Appeal is well founded
and, consequently, the opposition must be rejected.

Costs

73. Under Article 87(2) of the Rules of Procedure the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the defendant has been unsuccessful and
the applicant has asked for costs, the defendant must be ordered to pay the costs.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2005. Simonds Farsons Cisk plc v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Opposition procedure - Application for registration of a Community figurative mark containing the
verbal element "KINJI by SPA" -Earlier Community word mark KINNIE - Likelihood of confusion -

Article 8(1)(b) of Regulation (EC) No 40/94 - Article 73 of Regulation No 40/94. Case T-3/04.

In Case T3/04,

Simonds Farsons Cisk plc, established in Mrieel (Malta), represented by M. Bagnall, I. Wood, Solicitor,
and R. Hacon, Barrister,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Folliard-Monguiral, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Spa Monopole, compagnie fermière de Spa SA/NV, established in Spa (Belgium), represented by L. de
Brouwer, E. Cornu, E. De Gryse and D. Moreau, lawyers,

ACTION brought against the decision of the First Board of Appeal of OHIM of 4 November 2003 (Case R
996/2002-1) concerning opposition proceedings between Simonds Farsons Cisk plc and Spa Monopole,
compagnie fermière de Spa SA/NV,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, E. Martins Ribeiro and K. Jürimäe, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 6 January 2004,

having regard to the response lodged at the Registry of the Court of First Instance on 15 April 2004,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 19
April 2004,

further to the hearing on 22 February 2005,

gives the following

Judgment

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background
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1. On 16 June 2000, the intervener applied to the Office for Harmonisation in the Internal Market (OHIM)
for the registration of a Community trade mark pursuant to Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark for which registration was sought is the figurative sign reproduced below:

>image>183

>image>184

The goods in respect of which registration was sought fall within Classes 29 and 32 of the Nice Agreement
concerning the Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following descriptions for each of those classes:

- Class 29: Fruit pulp';

- Class 32: Mineral and aerated waters and other non-alcoholic drinks containing fruit juice; non-alcoholic
fruit drinks; non-alcoholic fruit extracts, fruit juices, syrups and other preparations based on fruit, fruit extracts
or fruit pulp for making beverages'.

3. The application was published in Community Trade Marks Bulletin No 6/2001 of 8 January 2001.

4. On 30 January 2001, the applicant filed a notice of opposition pursuant to Article 42 of Regulation No
40/94 against registration of the Community trade mark sought. The opposition was based on Community
trade mark No 427237 consisting of the word sign KINNIE (the earlier mark'), which was applied for on 25
November 1996 and registered on 7 April 1999. The goods covered by that mark are in Class 32 of the Nice
Agreement and correspond to the following description: non-alcoholic drinks; preparations for making
beverages'.

5. The opposition was directed against all of the goods claimed in the trade mark application. The ground
relied on in support of the opposition was that referred to in Article 8(1)(b) of Regulation No 40/94.

6. By decision No 2880/2002 of 27 September 2002, the Opposition Division of OHIM upheld the opposition
on the ground that there was a likelihood of confusion between the mark applied for and the earlier mark on
the part of the public in the European Union because the signs are similar and because the goods concerned
are identical or very similar.

7. On 27 November 2002, the intervener filed a notice of appeal at OHIM pursuant to Articles 57 to 62 of
Regulation No 40/94 against the decision of the Opposition Division.

8. By decision of 4 November 2003, as corrected by corrigendum of 10 November 2003 (the contested
decision'), the First Board of Appeal annulled the decision of the Opposition Division. The Board of Appeal
found, in essence, that although the goods concerned were either identical or nearly identical, the signs were
visually, phonetically and conceptually dissimilar, thus excluding any likelihood of confusion.

Forms of order sought

9. The applicant claims that the Court should:

- annul the contested decision;

- uphold Decision No 2880/2002 of 27 September 2002 of the Opposition Division;

- order OHIM to reject the intervener's Community trade mark application;
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- order OHIM and/or the intervener to bear the costs of the opposition proceedings, the proceedings before
the Board of Appeal, and the present proceedings before the Court.

10. OHIM contends that the Court should:

- declare the applicant's fourth head of claim inadmissible to the extent that it seeks a decision from the
Court ordering OHIM to bear the costs of the opposition proceedings;

- dismiss the remainder of the application;

- order the applicant to bear the costs.

11. The intervener claims that the Court should:

- dismiss the action;

- order the applicant to bear the costs.

Law

Admissibility

12. By its second and third heads of claim, the applicant requests the Court to uphold Decision No
2880/2002 of the Opposition Division and to order OHIM to reject the intervener's Community trade mark
application.

13. It should be recalled that Article 63(6) of Regulation No 40/94 requires OHIM to take the measures
necessary to comply with the judgment of the Community courts. Accordingly, the Court of First Instance
cannot issue directions to OHIM. It is for OHIM to draw the appropriate inferences from the operative part
of this judgment and the grounds on which it is based. The applicant's second and third heads of claim are
therefore inadmissible (Case T-163/98 Procter &amp; Gamble v OHIM (BABY-DRY) [1999] ECR
II-2383, paragraph 53, and Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683,
paragraph 12).

Substance

14. The applicant puts forward two pleas in law in support of its action for annulment, the first alleging
infringement of Article 8(1)(b) of Regulation No 40/94, the second alleging infringement of Article 73 of that
regulation.

The first plea: infringement of Article 8(1)(b) of Regulation No 40/94

- Arguments of the parties

15. First, the applicant claims that the Board of Appeal did not give sufficient weight to the phonetic and
visual similarities between the signs in question. Moreover, it believes that, since the signs at issue have no
meaning, no conceptual comparison between them is possible.

16. As regards the phonetic comparison, the applicant asserts that the words kinnie' and kinji' will be
pronounced in a very similar way in several Community languages. In Swedish, Danish and Dutch the letter j'
is pronounced exactly like the English letter y'. According to the applicant, contrary to the assertions of the
Board of Appeal, the signs are therefore phonetically similar.

17. With regard to the visual comparison, the applicant claims that, where a sign consists of both verbal and
figurative elements, it is the verbal element which must be considered to be dominant. It adds that the Board
of Appeal erred in finding that there was no close similarity between the verbal elements of the signs apart
from the first letters kin'. According to the applicant, the remaining letters in the two word elements kinji' and
kinnie' possess similar shapes. It adds that, even as regards the visual comparison, the manner in which the
words are pronounced cannot be ignored.
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Thus, when viewing the two signs, the average consumer, in particular one who speaks Swedish, Danish or
Dutch, would recall, imperfectly, the phonetic names of the goods but not the shape of the letters used to
spell their names. As such, the signs KINJI and KINNIE would therefore appear, even visually, very closely
similar.

18. In addition, the applicant complains that the Board of Appeal gave too much weight to several graphic
features of the mark applied for, such as the raccoon symbol and the style of writing the verbal element kinji'
in letters shaped like bamboo sticks. In so doing the Board of Appeal acted in a manner contrary to the
case-law of the Court, according to which the greatest weight should be given to the word in a figurative
mark. Further, the applicant is of the opinion that the words by SPA' would be ignored by the majority of
consumers.

19. Moreover, the applicant complains that the Board of Appeal did not take sufficient account of the fact,
first, that the goods are identical or closely similar and, secondly, that the earlier mark, as a purely invented
word, has a highly distinctive character.

20. So far as concerns the assessment of the likelihood of confusion, the applicant complains that the Board
of Appeal wrongly based the contested decision on the premiss that the relevant consumer is likely to
purchase the goods in question in supermarkets and other retail outlets in which he will be able to visually
inspect the goods and their associated trade marks before purchase. According to the applicant, the goods in
question will generally be sold either in retail outlets or in bars and restaurants.

21. With regard to sales occurring in bars and restaurants, the applicant claims that, contrary to the Board of
Appeal's contention, consumers will generally order the goods orally, by their brand name, and the drinks may
be sold without the consumer being at any time able to view the trade mark in question. Relying on Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 28, the applicant submits that it is
possible that mere phonetic similarity between trade marks may create a likelihood of confusion.

22. With regard to sales in supermarkets, the applicant claims that, although the average consumer will be
able to inspect the goods, the Board of Appeal failed to take into account the fact that the consumer will only
rarely have the chance to make a direct comparison between the different marks and must place his trust in
the imperfect picture of them he has kept in his mind.

23. OHIM does not deny that the goods at issue in the present case are either identical or virtually identical,
but claims that the visual and conceptual differences between the signs preclude any likelihood of confusion.

24. With regard to the visual aspect of the signs, OHIM observes that they are different for the reasons set
out in the contested decision.

25. With regard to the conceptual comparison of the signs at issue, OHIM states that the figurative
component of the mark applied for and the bamboo-like font used for the word kinji' constitute distinguishing
features which convey the idea of an exotic cartoon character, a raccoon of the same name. That association is
likely to be perceived by the consumer whereas, in contrast, the earlier mark is meaningless. According to
OHIM, the fact that one of the marks at issue has a semantic content whereas the other does not is sufficient
to conclude that the signs are conceptually different.

26. With regard to the phonetic comparison, OHIM accepts that, contrary to the Board of Appeal's findings
in the contested decision, the public in certain Member States may perceive a phonetic similarity between the
conflicting marks. Nevertheless, OHIM adds that that is not sufficient to vitiate the legality of the contested
decision, given that the degree of phonetic similarity between the signs is outweighed by their visual and
conceptual dissimilarities in such a way that
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no likelihood of confusion exists, even if one assumes that the earlier mark is endowed with the highest
possible degree of distinctiveness.

27. In that respect, OHIM submits that the degree of phonetic similarity between the two marks is of less
importance in the case of goods which are marketed in such a way that, when making a purchase, the target
public usually perceives the mark visually. That is the case for the applicant's goods.

28. OHIM contends that, even in bars and restaurants, the bottles are generally displayed on shelves behind
the counter in such a way that consumers are able to examine them. Moreover, even if bars and restaurants
are not negligible distribution channels for the sale of non-alcoholic drinks containing fruit juice, those
channels are still negligible in terms of volume of sales in comparison with the sales made in supermarkets.

29. The intervener repeats, essentially, the arguments stated by the Board of Appeal in the contested decision.
It submits that the signs are visually, phonetically and conceptually different.

30. With regard to the visual comparison, the intervener adds that, given the reputation of its mark in the
Benelux countries, the words by SPA' attract consumers' attention and exclude any likelihood of confusion as
to the origin of the goods in question.

31. With regard to the phonetic comparison, the intervener asserts that even in countries where the letter j' is
pronounced like the English letter y', the word mark KINNIE is pronounced with a longer final suffix, which
is sufficient to differentiate phonetically the signs at issue.

- Findings of the Court

32. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected;
the likelihood of confusion includes the likelihood of association with the earlier trade mark'.

33. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion. According to the same line of case-law, the likelihood of confusion must be assessed
globally, in accordance with the relevant public's perception of the signs and of the goods and services in
question, and taking into account all factors relevant to the circumstances of the case. That global assessment
implies some interdependence between the factors taken into account and, in particular, similarity between the
trade marks and between the goods or services covered. Accordingly, a lesser degree of similarity between the
goods or services covered may be offset by a greater degree of similarity between the marks, and vice versa
(see Case T-162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS)
[2003] ECR II-2821, paragraphs 30 to 33, and the case-law cited therein).

34. In this case, it should be noted that, given that the earlier mark is a Community mark, the territory to be
taken into account to assess the likelihood of confusion is that of the whole of the European Community.

35. Moreover, given that the goods in question are everyday consumer goods, the target public is made up
of average European consumers who are reasonably well informed and reasonably observant and circumspect.

36. It is in the light of the foregoing considerations that the comparison between the goods concerned and
between the signs must be made.
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37. As regards the comparison between the goods, the goods covered by the mark applied for and those
covered by the earlier mark are either similar or identical, which is not disputed by the parties.

38. So far as concerns the comparison of the signs, it is settled case-law that the global appreciation of the
likelihood of confusion must, as regards the visual, phonetic or conceptual similarity of the marks in question,
be based on the overall impression given by those marks, bearing in mind, in particular, their distinctive and
dominant components (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23, and Lloyd Schuhfabrik
Meyer , cited above, paragraph 25).

39. A comparison must therefore be made of the visual, phonetic and conceptual aspects of the signs.

40. In respect of the visual comparison, the Board of Appeal took the view that the strong verbal element
kinji' and the graphic features and additional textual elements of the mark applied for serve to visually
differentiate between the two marks (paragraph 18 of the contested decision).

41. It should be noted that the mark applied for is a compound sign made up of figurative and verbal
elements. That compound sign contains the word kinji' written in bold stylised script in the form of bamboo
sticks with the words by SPA' below in smaller characters, under the figurative element of a jumping raccoon
wearing a T-shirt bearing the name kinji'. It is clear that the graphic characteristics of the sign applied for,
namely the cartoon figure of a raccoon, the stylisation of the letters which make up the main verbal element
and the words in small characters by SPA' are particularly eye-catching and attract the attention of the
consumer and thus play a part in visually differentiating the two signs, as pertinently remarked by the Board
of Appeal (paragraph 18 of the contested decision).

42. The earlier mark, by contrast, is a word mark with no particular graphic or figurative features.

43. The Board of Appeal also rightly noted, in paragraph 18 of the contested decision, that there is no close
similarity between the strong verbal element of the intervener's sign and that of the applicant's sign, apart from
the first three letters kin'. As OHIM also rightly indicates, the two verbal elements concerned have different
lengths, their respective endings -nie' and -ji' are visually distinct and the doubling of the letter n' in the
earlier mark is particularly striking. Moreover, the use of a compound font in the form of bamboo sticks to
write the word kinji' and the words of the verbal element by SPA' in small characters add to the visual
differentiation. Finally, in the earlier mark KINNIE the syllable kin' is followed by the three-letter syllable
nie'. Unlike the two-letter syllable ji' of the contested mark KINJI, the syllable nie' creates a perfectly
symmetrical word in which the two central n's, the two i's and the letters k' and e' are perfectly balanced.
That symmetry gives the word kinnie' a character which is visually different to that of the word kinji'.

44. It follows that the visual dissimilarity between the two signs, created by the distinct character of those
two verbal elements, is increased by the presence, in the mark applied for, of the special figurative elements
described in paragraph 41 above.

45. It must be stated that, contrary to what the applicant maintains, where a sign consists of both figurative
and verbal elements, it does not automatically follow that it is the verbal element which must always be
considered to be dominant.

46. A compound trade mark cannot be regarded as being similar to another trade mark which is identical or
similar to one of the components of the compound mark unless that component forms the dominant element
within the overall impression created by the compound mark. That is the case where that component is likely
to dominate, by itself, the image of that mark which the relevant public keeps
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in mind, with the result that all the other components of the mark are negligible within the overall impression
created by it (Case T-6/01 Matratzan Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR
II-4335, paragraph 33).

47. It is also apparent from the case-law of the Court of First Instance that, in a compound sign, the
figurative element may occupy a position equivalent to the verbal element (see Case T-110/01 Vedial v
OHIM - France Distribution (HUBERT) [2002] ECR II-5275, paragraph 53).

48. In addition, even in circumstances where two conflicting marks are composed of similar verbal elements -
which is not the case here - that fact does not, by itself, support the conclusion that there is a visual
similarity between the signs. The presence, in one of the signs, of figurative elements set out in a specific and
original way can have the effect that the overall impression conveyed by each sign is different (see, to that
effect, Case T-156/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO AIRE) [2003] ECR
II-2789, paragraph 74).

49. In this case, it is clear that all of the figurative elements in the mark applied for are undeniably set out
in a distinctive and original manner, playing an important role in the visual perception of the mark applied for
and serving to differentiate the earlier mark. Consequently, the applicant's argument that the Board of Appeal
wrongly gave too much weight to several graphic elements of the mark applied for and to the words by SPA'
written in small characters, which according to the applicant are of a secondary nature in the visual perception
of the signs in question, is not well founded and must be rejected.

50. It follows from all of the foregoing considerations that the Board of Appeal was right to take the view
that the important differences between the verbal elements of the marks in question and the additional
figurative elements of the mark applied for have the effect that the overall visual impression conveyed by
each of those two marks is different.

51. As regards the conceptual comparison, the Board of Appeal took the view that, although the dominant
verbal elements of the signs in question have no known meaning, the graphic elements of the mark applied
for evoke various concepts which the earlier mark entirely lacks (paragraphs 20 and 21 of the contested
decision).

52. In that regard it must be stated that neither the word kinnie' nor the word kinji' has any exact known
meaning. Nevertheless, as the Board of Appeal pointed out and OHIM and the intervener submit, the mark for
which registration is sought is, at least conceptually and visually, rich. It uses bamboo-shaped stylised letters
for the graphics of the main verbal element and includes a figurative element with an anthropomorphic
representation of a raccoon wearing a T-shirt with the word kinji'. It is therefore to be expected that those
elements suggest, in the mind of the person perceiving them, that the mark and the goods in question have an
association with nature or life in the wild.

53. As the Court held in its judgment in HUBERT , cited above, in order to establish conceptual similarity
between the marks in question, it is sufficient to observe that the targeted public will make distinctions
between the ideas evoked by each sign' (HUBERT, cited above, paragraph 58). Consequently, since in this
case the earlier word mark does not convey the least meaning and, on the contrary, the suggestive power of
the mark applied for appears sufficiently strong to be perceived by consumers, it must be held that there is no
conceptual similarity between the conflicting marks.

54. So far as concerns the phonetic comparison, and as indeed OHIM expressly accepted, contrary to what
the Board of Appeal found in the contested decision (paragraph 19) it appears indisputable that the public of
certain Member States is likely to perceive a phonetic similarity between the conflicting marks. In Swedish,
Danish and Dutch, for example, the letter j' is pronounced like the English letter y'. The rules of pronunciation
of certain European languages thus require the
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mark sought to be pronounced kinyi'. Although that similarity concerns only a small number of Member
States, it is therefore clear that the conflicting marks are, at least in those Member States, phonetically similar.

55. As regards the overall assessment of the likelihood of confusion between the signs in question, it is
observed that there are important visual and conceptual differences between them. In this case, it must be held
that those visual and conceptual differences clearly cancel out their phonetic similarity.

56. As OHIM has wisely observed, the degree of phonetic similarity between two marks is of less
importance in the case of goods which are marketed in such a way that, when making a purchase, the relevant
public usually perceives visually the mark designating those goods (see, to that effect, Case T-292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335,
paragraph 55).

57. However, contrary to what the applicant maintains, that is the case here. The applicant has not furnished
the slightest proof to show that its goods are generally sold in such a way that the public does not perceive
the mark visually. The applicant simply claims that bars and restaurants constitute one of the traditional sales
channels, where the consumer will order the goods orally by speaking to a waiter, without being at any time
called on to visualise the trade mark in question.

58. In that respect, as OHIM quite rightly observes, it must be noted that, even if bars and restaurants are
not negligible distribution channels for the applicant's goods, the bottles are generally displayed on shelves
behind the counter in such a way that consumers are also able to inspect them visually. That is why, even if
it is possible that the goods in question may also be sold by ordering them orally, that method cannot be
regarded as their usual marketing channel. In addition, even though consumers can order a beverage without
having examined those shelves in advance they are, in any event, in a position to make a visual inspection of
the bottle which is served to them.

59. Moreover, and above all, it is not disputed that bars and restaurants are not the only sales channels for
the goods concerned. They are also sold in supermarkets or other retail outlets (see paragraph 14 of the
contested decision), and clearly when purchases are made there consumers can perceive the marks visually
since the drinks are presented on shelves, although they may not find those marks side by side.

60. The applicant also submits that the Board of Appeal should have concluded that there was a greater
likelihood of confusion between the marks because the earlier mark has a high degree of distinctiveness. In
that respect, it suffices to observe that the high degree of distinctiveness of a trade mark must be established
either in the light of the intrinsic qualities of the mark or owing to the reputation associated with it (Case
T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR II-43, paragraph 34).
Although the mark KINNIE is undeniably original, the applicant has not furnished the slightest proof that the
mark has a high degree of distinctiveness. It merely relied on the fact that it is a purely invented word in
order to claim that account should be taken of its high degree of distinctiveness.

61. Finally, the applicant's argument that the average consumer would recognise the marks at issue as being
visually similar must be rejected, because the visual perception of the letters making up the verbal element of
the signs is heavily influenced by their pronunciation, in such a way that, when he sees the two signs, the
average consumer will vaguely recall the sounds of the names of the goods but will not remember the shape
of the letters used in their graphics. The average consumer normally perceives a mark as a whole and does
not proceed to analyse its various details (SABEL , cited above, paragraph 23). However it is clear that, in
the present case, the perception which
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an average consumer will have of the compound sign applied for will not be determined by the comparison
between just one of the elements of that sign, namely the verbal element kinji', and the applicant's sign.

62. In those circumstances it must be concluded that, although the goods covered by the marks in question
are identical or very similar, the visual and conceptual differences between the signs provide sufficient
grounds for taking the view that there is no likelihood of confusion on the part of the relevant public. It
follows that the Board of Appeal rightly concluded that there is no likelihood of confusion between the mark
applied for and the earlier mark.

63. In the light of the foregoing, the plea alleging infringement of Article 8(1)(b) of Regulation No 40/94
must be rejected as being unfounded.

The second plea: infringement of Article 73 of Regulation No 40/94

- Arguments of the parties

64. The applicant claims that the Board of Appeal infringed Article 73 of Regulation No 40/94 by not giving
the parties the opportunity to present their comments on the grounds referred to in paragraph 14 of the
contested decision relating to the Board of Appeal's view as to how drinks are ordered and sold in bars and
restaurants. It accordingly complained that the Board of Appeal was in breach of essential procedural
requirements.

65. OHIM contends that the reference to the methods of sale' and to the perception of the marks on the
relevant market is not a reason in itself, in the sense used by Article 73 of Regulation No 40/94, but an
argument corroborating the reasoning that the visual and conceptual differences between the marks are such as
to avoid a likelihood of confusion on the specific market of the goods in question. Such a reference is not
independent from the assessment of likelihood of confusion, but forms part of the reasoning of the Board of
Appeal.

66. OHIM takes the view that, by not giving the applicant the opportunity to present its observations on the
argument regarding methods of sale', the Board of Appeal did not infringe Article 73 of Regulation No 40/94,
as that argument was used purely for the purposes of justifying the contested decision, on the basis of grounds
and reasoning with which the applicant was already acquainted.

67. The intervener submits that it had already used the argument which the applicant challenges in the
present action in the observations it submitted on 27 January 2003 in the procedure before the Board of
Appeal, in which it had stated that the goods of both trade marks consist of non-alcoholic beverages which
are sold in the same outlet and in general in supermarkets and contrary to what the Opposition Division stated
in its decision (page 7, paragraph 3), the average consumer has indeed the possibility to make a direct
comparison between the goods'.

68. The intervener infers from that that apparently the applicant did not judge necessary to contradict that
assertion by answering in its observations in reply to appeal' of 21 March 2003 that that was not the case in a
bar or a restaurant.

- Findings of the Court

69. Article 73 of Regulation No 40/94 provides that decisions of the Office are to be based only on reasons
or evidence on which the parties concerned have had on opportunity to present their comments (Case
T-173/00 KWS Saat v OHIM (Shade of orange) [2002] ECR II-3843, paragraph 57).

70. In this case, it must be observed that the Board of Appeal stated in paragraph 14 of the contested
decision that although these goods are ... sold in bars and restaurants, the customer in these environments will
not typically ask for them by brand name, unlike e.g. wines or beers'. The Board of Appeal then added that
normally the bar or restaurant goer will request merely the
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generic name of these goods, e.g. fresh orange juice'.

71. In fact, it will be noted that what the Board of Appeal is attempting to show in paragraph 14 of the
contested decision is that the typical consumer will usually be in a position to visually inspect the goods
before purchasing them. That point of view is borne out by the last sentence of paragraph 14 of the contested
decision, where the Board of Appeal sums up its assessment by stating that in other words, on the whole, the
typical consumer will be able to visually inspect the goods and the trade marks associated with them before
purchase (although they may not find the two trade marks side by side)'.

72. It therefore appears that the statements concerning the way in which consumers order the goods of the
parties in restaurants and bars are not an independent reason for the contested decision, but form part of the
Board of Appeal's reasoning with regard to the global assessment of the likelihood of confusion. The fact that
the applicant has not put forward arguments on that point does not imply that it was not able to present its
comments on the reasons or evidence relating to the visual or phonetic comparison of the signs in question on
which the contested decision is based.

73. In those circumstances, the present plea alleging infringement of Article 73 of Regulation No 40/94 must
be rejected.

74. In the light of the foregoing, the action must therefore be dismissed in its entirety.

Costs

75. The applicant requests the Court to order OHIM and/or the intervener to bear the costs relating to the
opposition proceedings. It did not make any specific arguments concerning that request in its documents.
However, at the oral hearing it expressed its agreement with the arguments put forward by OHIM in that
connection.

76. OHIM claims that that request is inadmissible in so far as those costs are not recoverable under Articles
87 and 136 of the Rules of Procedure of the Court of First Instance.

77. In that regard, it must be recalled that Article 136(2) of the Rules of Procedure provides that:

Costs necessarily incurred by the parties for the purposes of proceedings before the Board of Appeal... are
regarded as recoverable costs.'

78. Therefore, to the extent that the costs relating to the opposition proceedings are not recoverable costs
within the meaning of Article 136(2) of the Rules of Procedure, that request must be rejected as inadmissible.

79. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. As the applicant has been unsuccessful, it must
be ordered to pay the costs of OHIM and the intervener, in accordance with the forms of order sought by
them.

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)
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Order of the Court (Fourth Chamber)
of 18 January 2005

José Luis Zuazaga Meabe v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM). Appeal - Community trade mark - Action for annulment - Inadmissibility because out

of time - Appeal manifestly unfounded. Case C-325/03 P.

In Case C-325/03 P,

APPEAL pursuant to Article 56 of the Statute of the Court of Justice brought on 21 July 2003,

José Luis Zuazaga Meabe, residing in Bilbao (Spain), represented by J.A. Calderon Chavero and N. Moya
Fernandez, abogados,

appellant,

the other parties to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and I. de Medrano Caballero, acting as Agents,

defendant at first instance,

Banco Bilbao Vizcaya Argentaria SA (BBVA), established in Madrid (Spain), represented by J. de Rivera
Lamo de Espinosa, abogado,

party to the proceedings before the Board of Appeal of OHIM,

intervener on appeal,

THE COURT (Fourth Chamber),

composed of K. Lenaerts, President of the Chamber, J.N. Cunha Rodrigues and M. Ilei (Rapporteur), Judges,

Advocate General: M. Poiares Maduro,

Registrar: R. Grass,

after hearing the Advocate General,

makes the following

Order

1. By his appeal, Mr Zuazaga Meabe seeks to have set aside the order of the Court of First Instance of the
European Communities of 28 April 2003 in Case T-15/03 Zuazaga Meabe v OHIM - BBVA (BLUE) , not
published in the ECR (the order under appeal'), dismissing his action for annulment of the decision of the
Second Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM') of 24 October 2002 (Case R 918/2001-2) (the contested decision'), rejecting Mr Zuazaga Meabe's
opposition to the registration of the word mark BLUE applied for by Banco Bilbao Vizcaya Argentaria SA
(BBVA').

Background to the dispute, procedure before the Court of First Instance and the order under appeal

2. BBVA filed an application at OHIM to register as a Community trade mark the word mark BLUE and Mr
Zuazaga Meabe gave notice of opposition under Article 42 of Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), invoking a likelihood of confusion with
the national word mark BILBAO BLUE, which he owns.

3. At first upheld by the Opposition Division of OHIM, that opposition was then dismissed by the contested
decision, which was notified to Mr Zuazaga Meabe by registered recorded-delivery
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letter received on 4 November 2002.

4. Mr Zuazaga Meabe brought an action before the Court of First Instance seeking annulment of the contested
decision. A copy of the application was received by the Registry of the Court of First Instance by fax on 3
January 2003, whilst the original was received on 15 January 2003.

5. The Court of First Instance first of all found, in paragraphs 8 to 11 of the order under appeal, that the
period within which the appellant was entitled to commence proceedings under Article 63(5) of Regulation No
40/94 and Article 102(2) of the Rules of Procedure of the Court of First Instance had expired on 14 January
2003.

6. Next it pointed out in paragraph 12 of the order under appeal that, whilst the application had indeed been
lodged at the Registry of the Court of First Instance by fax on 3 January 2003, before the expiry of the time
allowed for commencing proceedings, the original of the application, by contrast, was not received at the
Registry until 15 January 2003, that is outside the 10-day timelimit referred to in Article 43(6) of the Rules of
Procedure of the Court of First Instance, so that only the date of lodgement of the original was to be taken
into account and the application had therefore been lodged out of time.

7. Lastly, in paragraph 13 of the order under appeal, it pointed out that the appellant had not demonstrated, or
even alleged, the existence of unforeseeable circumstances or force majeure so as to permit a derogation from
the time-limit in question on the basis of the second paragraph of Article 45 of the Statute of the Court of
Justice.

8. Accordingly, it dismissed the action as manifestly inadmissible.

The appeal

9. In his appeal, in support of which he puts forward five pleas in law, the appellant claims that the Court
should set aside the order under appeal and refer the case back to the Court of First Instance.

10. OHIM decided not to lodge a response.

11. BBVA contends that the Court should dismiss the appeal and order the appellant to pay the costs.

12. According to Article 119 of the Rules of Procedure of the Court of Justice, where the appeal is, in whole
or in part, clearly inadmissible or clearly unfounded, the Court may at any time, acting on a report from the
Judge-Rapporteur and after hearing the Advocate General, by reasoned order dismiss the appeal in whole or in
part.

The second, third, fourth and fifth pleas in law

13. By his second, third, fourth and fifth pleas in law, which should be examined together, the appellant
criticises the Court of First Instance for having infringed, respectively, Article 102 of the Rules of Procedure
of the Court of First Instance and Article 81(2) of the Rules of Procedure of the Court of Justice, Article 103
of the Rules of Procedure of the Court of First Instance and Article 82 of the Rules of Procedure of the Court
of Justice, and Article 43(3) and (6) of the Rules of Procedure of the Court of First Instance.

14. He submits essentially that those provisions are the expression of the principle of proportionality and of
legal tolerance' in respect of extending procedural timelimits, so that the time-limit of 10 days within which
the original of the application must be lodged, under Article 43(6) of the Rules of Procedure of the Court of
First Instance, begins to run not on the date the fax is received but on the expiry of the period of two months
and 10 days resulting from the provisions of Article 63(5) of Regulation No 40/94 in conjunction with Article
102(2) of those Rules of Procedure.
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15. Thus, in the present case, the time-limit laid down for lodging the original of the application did not
expire on 14 January 2003 but on 24 January 2003 and, therefore, his application should not have been held
to be inadmissible.

16. In this respect, according to settled case-law, no derogation from the application of the Community rules
on procedural time-limits may be made save where the circumstances are quite exceptional, in the sense of
being unforeseeable or amounting to force majeure, in accordance with the second paragraph of Article 45 of
the Statute of the Court of Justice, since the strict application of those rules serves the requirements of legal
certainty and the need to avoid any discrimination or arbitrary treatment in the administration of justice (see,
in particular, the orders in Case C-239/97 Ireland v Commission [1998] ECR I-2655, paragraph 7, and of 19
February 2004 in Case C-369/03 P Forum des migrants v Commission [2004] ECR I-0000, paragraph 16).

17. Pursuant to Article 43(6) of the Rules of Procedure of the Court of First Instance, the date on which a
copy of the signed original of a pleading is received at the Registry of the Court of First Instance by fax is
taken into consideration, for the purposes of compliance with the procedural time-limits, only if the signed
original of the pleading is lodged at the Registry no later than 10 days thereafter.

18. Accordingly, the interpretation to the effect that that time-limit begins to run from the date of expiry of
the period of two months and 10 days arising from the provisions of Article 63(5) of Regulation No 40/94 in
conjunction with Article 102(2) of the Rules of Procedure of the Court of First Instance, irrespective of the
date of receipt of the fax, cannot be upheld. In particular, it should be noted that where, as in the present
case, the fax is received more than 10 days before the expiry of the time-limit fixed for bringing an action
before the Court of First Instance, the provisions of Article 43(6) of the Rules of Procedure of the Court of
First Instance do not extend that timelimit.

19. In the present case, since the appellant sent his application by fax received on 3 January 2003, the
original of the application should have been lodged at the Registry of the Court of First Instance by 13
January 2003 at the latest in order that account be taken of that fax. Since the original of the application did
not arrive until 15 January 2003, the Court of First Instance rightly held that that date alone was to be taken
into account in assessing whether the time-limits for bringing proceedings had been complied with.

20. The second, third, fourth and fifth pleas in law must therefore be rejected as clearly unfounded.

The first plea in law

21. By his first plea in law the appellant submits that the Court of First Instance infringed Article 45 of the
Statute of the Court of Justice by not finding that there was force majeure within the meaning of that article.

22. The appellant states that he entrusted the original of his application to Cibeles Mailing SA (Cibeles
Mailing') on 7 January 2003, that is seven days before the expiry of the time-limit within which to commence
proceedings, for its consignment to the Spanish postal service. Accordingly, the delay in the arrival of that
letter at the Registry of the Court of First Instance was unforeseeable. He submits that he cannot be criticised
for not having recourse to a faster method of despatch (private courier service) as the postal service is the
safest and most efficient method in Spain.

23. He adds that where a party has done everything in its power to entrust to an ordinary administrative
service the letter of confirmation, the principle of proportionality requires the Court of First Instance to relax
its time-limits.

24. As a preliminary point, it should be noted that the Court of First Instance, which gave its
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decision by order on the basis of Article 111 of its Rules of Procedure, did not inform Mr Zuazaga Meabe of
its intention to dismiss the action as being out of time and did not give him an opportunity to justify the
delay in the arrival at the Registry of the original of the application. Accordingly, the appellant cannot be
criticised for pleading force majeure for the first time on appeal.

25. The concept of force majeure' within the meaning of Article 45 of the Statute of the Court, contains both
an objective element relating to abnormal circumstances unconnected with the person in question and a
subjective element involving the obligation, on that person's part, to guard against the consequences of the
abnormal event by taking appropriate steps without making unreasonable sacrifices. In particular, the person
concerned must pay close attention to the course of the procedure set in motion and, in particular, demonstrate
diligence in order to comply with the prescribed time-limits (Case C-195/91 P Bayer v Commission [1994]
ECR I-5619, paragraph 32). Thus, the concept of force majeure does not apply to a situation in which,
objectively, a diligent and prudent person would have been able to take the necessary steps before the expiry
of the period prescribed for instituting proceedings (Case 209/83 Ferriera Valsabbia v Commission [1984]
ECR 3089, paragraph 22).

26. In the present case it is clear from the notice of appeal that Mr Zuazaga Meabe allowed four days to
elapse after sending the fax before entrusting - just seven days before the expiry of the time-limit for
commencing proceedings - the original of the application, not directly to the postal service, but to Cibeles
Mailing, which itself waited two days before sending that document by registered letter to the Registry of the
Court of First Instance. It follows that, by his conduct, Mr Zuazaga Meabe increased the likelihood that his
application would arrive out of time at the Court of First Instance and thus did not display the diligence
expected of an ordinarily prudent appellant in order to comply with the time-limits.

27. Such a failure of diligence precludes the existence of force majeure and consequently the first plea in law
must be rejected as clearly unfounded.

28. Accordingly, the appeal must be dismissed as clearly unfounded.

Costs

29. Article 69(1) and (2) of the Rules of Procedure of the Court of Justice, which applies to appeal
proceedings pursuant to Article 118 of those Rules, provides that a decision as to costs is to be given in the
final judgment or in the order which closes the proceedings and the unsuccessful party is to be ordered to pay
the costs if they have been applied for in the successful party's pleadings. Since BBVA applied for costs
against the appellant and he has been unsuccessful, he must be ordered to bear his own costs and to pay those
incurred by the intervener. However, as OHIM did not apply for costs against the appellant, it must bear its
own costs.

On those grounds, the Court (Fourth Chamber) hereby orders:

1. The appeal is dismissed.

2. Mr Zuazaga Meabe shall bear his own costs and pay those incurred by Banco Bilbao Vizcaya Argentaria
SA.

3. The Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) shall bear its own
costs.
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Order of the Court (Sixth Chamber)
of 5 October 2004

Alcon Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs). Appeal -
Community trade mark - Regulation (EC) No 40/94 - Invalidity of Community trade mark - Article 51
of Regulation No 40/94 - Absolute ground for refusal to register - Article 7(1)(d) of Regulation No 40/94
- Distinctive character acquired through use - Article 7(3) of Regulation No 40/94 - Term "BSS'. Case

C-192/03 P.

In Case C-192/03 P,

Alcon Inc., formerly Alcon Universal Ltd, established in Hünenberg (Switzerland), represented by C. Morcom
QC and S. Clark, solicitor, with an address for service in Luxembourg,

appellant,

APPEAL under Article 56 of the Statute of the Court of Justice brought on 2 May 2003,

the other parties to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and A. Sesma Merino, acting as Agents,

defendant at first instance,

Dr Robert Winzer Pharma GmbH, established in Olching (Germany), represented by S. Schneller,
Rechtsanwalt,

intervener at first instance,

THE COURT (Sixth Chamber),

composed of: J.-P. Puissochet (Rapporteur), President of the Chamber, F. Macken and U. Lohmus, Judges,

Advocate General: M. Poiares Maduro,

Registrar: R. Grass,

makes the following

Order

Costs

45. Under the second paragraph of Article 69 of the Rules of Procedure, which apply to the procedure on
appeal by virtue of Article 118 of those Rules, the unsuccessful party is to be ordered to pay the costs if they
have been applied for in the successful party's pleadings. Since OHIM and the intervener have applied for
costs and the appellant has been unsuccessful, it must be ordered to pay the costs.

On those grounds, the Court (Sixth Chamber) hereby orders:

1. The appeal is dismissed.

2. Alcon Inc. shall pay the costs.

1. By its appeal Alcon Inc. (the appellant') requests the Court to set aside the judgment of the Court of First
Instance of the European Communities (Second Chamber) of 5 March 2003 in Case T-237/01 Alcon v OHIM
- Dr Robert Winzer Pharma (BSS) [2003] ECR II-411 (the judgment under appeal') dismissing its action
against the decision of the First Board of Appeal of the Office
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for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 13 July 2001 declaring the
Community trade mark BSS invalid (Case R 273/2000-1) (the contested decision').

Legal background

2. Under Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1):

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

3. Article 7 of that regulation states:

1. The following shall not be registered:

...

(d) trade marks which consist exclusively of signs or indications which have become customary in the current
language or in the bona fide and established practices of the trade;

...

2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

4. Under Article 51 of that regulation:

1. A Community trade mark shall be declared invalid on application to the Office or on the basis of a
counterclaim in infringement proceedings,

(a) where the Community trade mark has been registered in breach of the provisions of Article 5 or of Article
7;

...

2. Where the Community trade mark has been registered in breach of the provisions of Article 7(1)(b), (c) or
(d), it may nevertheless not be declared invalid if, in consequence of the use which has been made of it, it
has after registration acquired a distinctive character in relation to the goods or services for which it is
registered.

...'

5. Article 63 of the regulation states, in paragraphs 1, 2 and 3:

1. Actions may be brought before the Court of Justice against decisions of the Boards of Appeal on appeals.

2. The action may be brought on grounds of lack of competence, infringement of an essential procedural
requirement, infringement of the Treaty, of this Regulation or of any rule of law relating to their application
or misuse of power.

3. The Court of Justice has jurisdiction to annul or to alter the contested decision.'

Facts of the dispute

6. On 1 April 1996 Alcon Pharmaceuticals Ltd applied to OHIM for registration of the term BSS
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as a Community trade mark in respect of ophthalmic pharmaceutical preparations; sterile solutions for
ophthalmic surgery', those being goods in Class 5 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended.

7. The mark was registered on 7 August 1998 and published on 19 October 1998. On 29 November 1999 the
mark was transferred into the appellant's name, at its request.

8. On 7 December 1998 Dr Robert Winzer Pharma GmbH (the intervener') filed an application with OHIM
for a declaration that the mark was invalid, under Article 51(1) of Regulation No 40/94. It submitted that BSS
was an abbreviation for balanced salt solution' or buffered saline solution', that the mark was therefore
descriptive of the goods concerned and that it had been registered in breach of Article 7 of Regulation No
40/94.

9. By decision of 15 December 1999, the Cancellation Division granted that application, on the grounds that,
first, the mark consisted of a sign which had become customary in the current language within the meaning of
Article 7(1)(d) of Regulation No 40/94 and, second, the appellant had not shown that the sign had acquired
distinctive character as a result of use for the purposes of Articles 7(3) and 51(2) of Regulation No 40/94. On
15 February 2000 the appellant appealed against that decision.

10. By the contested decision, the First Board of Appeal of OHIM dismissed that appeal, finding that the
letters BSS were used in both German and English to designate in the current language an ophthalmic
pharmaceutical preparation, and that the appellant had not shown that those letters had acquired distinctive
character through use.

The judgment under appeal

11. By application lodged at the Registry of the Court of First Instance on 18 September 2001, the appellant
brought an action for annulment of the contested decision. OHIM and the intervener contended that the
application should be dismissed.

12. The Court of First Instance held, first, in paragraphs 35 to 48 of the judgment under appeal, that the
Board of Appeal had rightly considered that the evidence produced by the intervener was sufficient to
demonstrate that the term BSS had become customary within the meaning of Article 7(1)(d) of Regulation No
40/94.

13. Referring to Case C-517/99 Merz &amp; Krell [2001] ECR I-6959, the Court of First Instance considered
that the term BSS had, by the date of filing of the appellant's application for registration of the mark BSS,
become a current generic term among the public targeted by the goods concerned, namely ophthalmologists
and ophthalmic surgeons, for a balanced salt solution. That was apparent from a number of scientific
dictionaries and articles, and from the fact that various companies marketed ophthalmic products under
designations containing the term BSS.

14. The Court of First Instance held, second, in paragraphs 49 to 60 of the judgment under appeal, that the
Board of Appeal had also been right in considering that the appellant had failed to show that the BSS mark
had acquired distinctive character through use for the purposes of Articles 7(3) and 51(2) of Regulation No
40/94.

15. It considered that the documents produced by the appellant before the Cancellation Division of OHIM and
then before the Board of Appeal did not allow the conclusion that the target public perceived BSS not as the
generic name for the product in question but as the distinctive sign of a particular undertaking. It observed in
particular that the Policing BSS' schedule and the agreements entered into by the appellant with third parties,
produced by the appellant to show that there was a programme for monitoring the use of the BSS mark by
third parties, had no known effects
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or results in terms of raising awareness among the target public.

16. The Court of First Instance therefore dismissed the application.

The appeal

17. The appellant claims that the Court should set aside the judgment under appeal, annul the contested
decision and make an order as to costs.

18. OHIM and the intervener contend that the Court should dismiss the appeal and order the appellant to pay
the costs.

19. Under Article 119 of the Rules of Procedure, where the appeal is clearly unfounded, the Court may at any
time, acting on a report from the Judge-Rapporteur and after hearing the Advocate General, dismiss the appeal
by reasoned order.

Arguments of the parties

20. First, the appellant submits that the Court of First Instance applied Article 7(1)(d) of Regulation No 40/94
incorrectly by considering that the term BSS had become customary.

21. It submits that the Court of First Instance wrongly took into consideration documents produced as
evidence by the intervener which were either dated after the date of filing the application for registration of
the BSS mark, in this case 1 April 1996, the only relevant date for assessing the ground of invalidity in
question, or published outside the European Union. The intervener produced no evidence from any person
trading in the goods in question to show that the term BSS was customary. The mere mention of a sign as
the name or description of a product in a dictionary or other publication is not sufficient to show that that
sign has become customary in the current language of the target public.

22. The appellant submits, moreover, that the Court of First Instance should have taken account of its
arguments concerning the active steps it had taken to monitor references by other parties to BSS and prevent
misuse of its mark by third parties.

23. Second, the appellant submits that the Court of First Instance wrongly disregarded the evidence it had
produced to show that the BSS mark had acquired distinctive character through use, on the basis of Article
7(3) and 51(2) of Regulation No 40/94. The Court of First Instance relied, in paragraph 56 of the judgment
under appeal, on a particular point, the absence of evidence as to the effects of the mark monitoring
programme on the target public, while it did not make the same demands as regards the evidence put forward
by the intervener. It thus did not treat the evidence of the two parties to the dispute in the same way.

24. OHIM observes that the appeal concerns the first case brought before the Court of First Instance and the
Court of Justice relating to an application for invalidity of a Community trade mark.

25. Relying on Case C-104/00 P DKV v OHIM [2002] ECR I-7561, OHIM submits that most if not all the
pleas put forward by the appellant in the appeal relate only to questions of pure fact, in particular the
examination of the evidence by the Court of First Instance, the appraisal of which is not within the
jurisdiction of the Court when hearing an appeal.

26. In the alternative, as regards the interpretation both of Article 7(1)(d) and of Articles 7(3) and 51(2) of
Regulation No 40/94, OHIM considers that the Court of First Instance did not err in law. As regards the
evidence produced by the intervener, even supposing that the Court may consider its effect, OHIM submits
that the Court of First Instance was entitled to consider that that evidence established that the term BSS had
already become customary at the date of filing the application for registration and that the mark had thereby
lost its distinctive character.
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27. The intervener submits that the evidence it produced to the Cancellation Division of OHIM, the Board of
Appeal and the Court of First Instance clearly shows the generic nature, in the bona fide and established
practices of the trade, of the BSS mark in respect of the goods concerned, and that that evidence was taken
into account correctly by OHIM and the Court of First Instance.

Findings of the Court

28. In considering that the BSS mark consisted exclusively of signs or indications which had become
customary in the current language of the target public to designate the goods for which that mark had been
registered, and that it had been lawfully declared invalid on that ground by the contested decision, the Court
of First Instance correctly pointed out, in paragraph 39 of the judgment under appeal, that it was not the
descriptive nature of the mark that was decisive but current usage in the sectors covering trade in those goods
(see, with respect to the essentially identical provisions of Article 3(1)(d) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), Merz &amp; Krell , paragraph 35).

29. The Court of First Instance also applied Article 7(1)(d) of Regulation No 40/94 correctly when it noted, in
paragraph 40 of the judgment under appeal, that signs or indications constituting a trade mark which have
become customary in the current language or in the bona fide and established practices of the trade to
designate the goods or services covered by that mark are not capable of distinguishing the goods or services
of one undertaking from those of other undertakings and do not therefore fulfil the essential function of a
trade mark - unless the use which has been made of those signs or indications has enabled them to acquire a
distinctive character (see, by analogy, Merz &amp; Krell , paragraph 37).

30. Nor did the Court of First Instance err in law by considering, in paragraph 42 of the judgment under
appeal, that, for the purposes of assessing whether the mark at issue was customary, the relevant point of view
was that of the specialist medical public, namely ophthalmologists and ophthalmic surgeons practising in the
European Union.

31. The legal context of the dispute having thus been correctly determined, the Court of First Instance,
analysing the evidence produced by the appellant and the intervener respectively, considered that all that
evidence showed that the BSS mark had become customary for the target public concerned and that the use
made of the mark had not been able to confer distinctive character on it.

32. In support of its claim to have the judgment under appeal set aside, the appellant submits, first, that the
Court of First Instance did not take sufficient account of the evidence it had produced before the Cancellation
Division and the Board of Appeal of OHIM, and that it attached too much weight, on the other hand, to the
evidence produced by the intervener before those bodies.

33. However, findings of the Court of First Instance that the applicant has not produced the necessary
evidence to support its allegations or that it has not shown that the evidence is correct are findings of fact
which are within the sole jurisdiction of that Court and may not be challenged on appeal (see, to that effect,
Case C-283/90 P Vidranyi v Commission [1991] ECR I-4339, paragraphs 16 and 17, and Case C-191/98 P
Tzoanos v Commission [1999] ECR I-8223, paragraph 23), unless the Court of First Instance has distorted the
clear sense of the evidence put before it (see, to that effect, Case C-237/98 P Dorsch Consult v Council and
Commission [2000] ECR I-4549, paragraphs 35 and 36).

34. By its arguments, as OHIM rightly observes, the appellant in fact confines itself to challenging the
assessment of the facts made by the Court of First Instance without alleging any distortion of the evidence in
the case-file put before that Court. That assessment is not a point of law which is subject, as such, to review
by the Court of Justice on appeal (DKV v OHIM , paragraph 22,
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and the order in Case C-326/01 P Telefon &amp; Buch v OHIM [2004] ECR I-0000, paragraph 35). Nor does
the appellant allege that the judgment under appeal is vitiated by an error of law in the application of the
rules on the burden of proof (see, to that effect, Case C-199/92 P Hüls v Commission [1999] ECR I-4287,
paragraphs 64 and 65).

35. Second, the appellant submits that the Court of First Instance erred in law by not taking as the relevant
date the date of filing of the application for registration of the BSS mark, in this case 1 April 1996. Only that
date is material for assessing whether a Community mark has become customary so that it must be declared
invalid pursuant to Article 51(1) of Regulation No 40/94. It submits that that error is disclosed by the fact
that the Court of First Instance mentioned, in particular in paragraph 45 of the judgment under appeal,
documents dated after 1 April 1996. That Court also wrongly took into account, in paragraph 44 of the
judgment under appeal, documents published outside the European Union, which could not reflect the
perception of the target public mentioned above.

36. The two parts of this second plea should be distinguished.

37. The first part relates to the taking into consideration by the Court of First Instance of documents dated
later than the application for registration in order to assess whether a mark has become customary. If by this
part of the plea the appellant's intention is to challenge that Court's assessment, on the basis of those
documents, of whether the mark was customary at the date of the application for registration, it must be noted
that that assessment of the evidence does not constitute a point of law which it is for this Court to examine.
If, on the other hand, the appellant wishes to show that by taking those documents into consideration the
Court of First Instance implicitly took a date subsequent to the application for registration as the material date
for analysing whether the term BSS was customary, such a criticism raises a point of law which the Court
must consider.

38. In the present case, however, this first part of the plea is unfounded.

39. The Court of First Instance expressly stated, in paragraph 46 of the judgment under appeal, that the Board
of Appeal had been right to consider, in paragraph 19 of the contested decision, that the evidence provided by
the intervener showed that the term BSS had become customary at the time of the [appellant's] application'. In
its analysis, it did not therefore take a date other than that put forward by the appellant for examining the
alleged ground of invalidity.

40. OHIM rightly stated in this respect that the date of filing the application for registration of the
Community trade mark is the material date for that examination.

41. Moreover, the Court of First Instance could without inconsistency in its reasoning or error of law take
account of material which, although subsequent to the date of filing the application, enabled the drawing of
conclusions on the situation as it was on that date (see, by analogy, the order in Case C-259/02 La Mer
Technology [2004] ECR I-0000, paragraph 31).

42. In the second part of this plea, the appellant submits that the Court of First Instance took into
consideration, in paragraph 44 of the judgment under appeal, certain documents published in the United States.
However, that circumstance does not establish that the Court of First Instance based its analysis on evidence
that did not affect the target public. By stating in paragraph 42 of the judgment under appeal that English was
the technical language of specialists in the relevant field, and by referring in paragraph 43 of the judgment
under appeal to the perception of the term BSS as a generic term by the scientific community', the Court of
First Instance necessarily considered that those documents, although published outside the European Union,
supported the conclusion that the target public regarded that term as having become customary. In so doing it
made an assessment of pure fact, which the appellant cannot challenge on appeal.
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43. The second plea in law must therefore be rejected.

44. In the light of all the foregoing, the appellant's appeal is clearly unfounded and must therefore be
dismissed.

DOCNUM 62003O0192

AUTHOR Court of Justice of the European Communities

FORM Order

TREATY European Economic Community

PUBREF European Court reports 2004 Page I-08993

DOC 2004/10/05

LODGED 2003/05/02

JURCIT 31994R0040-A04 : N 2
31994R0040-A07P1LD : N 3 28 - 31 35 - 44
31994R0040-A07P2 : N 3
31994R0040-A07P3 : N 3 29 31
31994R0040-A41 : N 35
31994R0040-A51P1 : N 4
31994R0040-A51P1LA : N 4
31994R0040-A51P2 : N 5
31994R0040-A63P1 : N 5
31994R0040-A63P2 : N 5
31989L0104-A03P1LD : N 28
62001A0237 : N 1 - 44
61999J0517 : N 13 28 29
61990J0283 : N 33
61998J0191 : N 33
61998J0237 : N 33
62001O0326 : N 34
61992J0199 : N 34
62002O0259 : N 41
62000J0104 : N 25 34

CONCERNS Confirms 62001A0237 -

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

© An extract from a JUSTIS database



62003O0192 European Court reports 2004 Page I-08993 8

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA X CH

PROCEDU Application for annulment;Appeal - unfounded

ADVGEN Poiares Maduro

JUDGRAP Puissochet

DATES of document: 05/10/2004
of application: 02/05/2003

© An extract from a JUSTIS database



62003O0003 European Court reports 2004 Page I-03657 1

Order of the Court (Fourth Chamber)
of 28 April 2004

Matratzen Concord GmbH, formerly Matratzen Concord AG v Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM). Appeal - Community trade mark - Regulation

(EC) No 40/94 - Similarity between two trade marks - Likelihood of confusion - Application for a
figurative Community trade mark containing the word "Matratzen" - Earlier word mark MATRATZEN

Case C-3/03 P.

In Case C-3/03 P,

Matratzen Concord GmbH , formerly Matratzen Concord AG, established in Cologne, Germany, represented
by W.-W. Wodrich, Rechtsanwalt, with an address for service in Luxembourg,

appellant,

APPEAL against the judgment of the Court of First Instance of the European Communities (Fourth Chamber)
of 23 October 2002 in Case T-6/01 Matratzen Concord v OHIM - Hukla Germany (Matratzen) [2002] ECR
II-4335, by which the Court dismissed the application brought against the decision of the Second Board of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) of 31 October 2000
refusing to register a figurative mark as a Community trade mark (Joined Cases R 728/1999-2 and R
792/1999-2, seeking to have that judgment set aside,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by A. von
Mühlendahl and G. Schneider, acting as Agents,

defendant at first instance,

THE COURT (Fourth Chamber),

composed of J.N. Cunha Rodrigues, President of the Chamber, F. Macken (Rapporteur) and K. Lenaerts,
Judges,

Advocate General: C. Stix-Hackl,

Registrar: R. Grass,

after hearing the Advocate General,

makes the following

Order

Costs

45. Under Article 69(2) of the Rules of Procedure of the Court of Justice, applicable to appeals by virtue of
Article 118, the unsuccessful party is to be ordered to pay the costs if they have been asked for in the
successful party's pleadings. Since OHIM has applied for costs and the appellant has been unsuccessful, the
latter must be ordered to pay the costs.

On those grounds,

THE COURT (Fourth Chamber)

hereby orders:

1. The appeal is dismissed.

2. The appellant shall bear the costs.
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1. By application lodged at the Court Registry on 6 January 2003, Matratzen Concord GmbH (Matratzen')
brought an appeal under Article 49 of the EC Statute of the Court of Justice against the judgment of the
Court of First Instance of 23 October 2002 in Case T-6/01 Matratzen Concord v OHIM - Hukla Germany
(Matratzen) [2002] ECR II-4335 (the contested judgment'), by which the Court dismissed the action brought
against the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM') of 31 October 2000 refusing to register a figurative mark as a
Community trade mark (Joined Cases R 728/1999-2 and R 792/1999-2) (the contested decision'), seeking to
have that judgment set aside.

Legal background

2. Article 8 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1) provides:

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. For the purposes of paragraph 1, earlier trade mark means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

...

(ii) trade marks registered in a Member State, or, in the case of Belgium, the Netherlands or Luxembourg, at
the Benelux Trade Mark Office ...

...'.

3. Article 12 of the regulation, entitled Limitation of the effects of a Community trade mark', states:

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time of
production of the goods or of rendering of the service, or other characteristics of the goods or services;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.'

4. Under Article 106(1) of the regulation, entitled Prohibition of use of Community trade marks':

This regulation shall, unless otherwise provided for, not affect the right existing under the laws of the Member
States to invoke claims for infringement of earlier rights within the meaning of Article 8 or Article 52(2), in
relation to the use of a later Community trade mark. Claims for infringement of earlier rights within the
meaning of Article 8(2) and (4) may, however, no longer
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be invoked if the proprietor of the earlier right may no longer apply for a declaration that the Community
trade mark is invalid in accordance with Article 53(2).'

Facts

5. On 10 October 1996, the appellant filed an application for registration as a Community trade mark of the
word and figurative trade mark reproduced below:

>image>0

for goods falling within Classes 10 (cushions; pillows; mattresses; air cushions and beds for medical
purposes), 20 (mattresses; air beds; beds; duckboards, not of metal; loose covers; bedding) and 24 (bed
blankets; pillow shams; bed linen; eiderdowns [down coverlets]; cambric covers; mattress covers; sleeping
bags), under the Nice Agreement concerning the International Classification of Goods and Services for the
Purpose of the Registration of Marks of 15 June 1957, as revised.

6. On 21 April 1998, Hukla Germany SA (Hukla'), the proprietor of a word mark consisting of the word
Matratzen', registered in Spain for the products falling within Class 20 (the earlier mark'), filed a notice of
opposition at the Opposition Division of OHIM pursuant to Article 42 of Regulation No 40/94.

7. By decision of 22 September 1999, the Opposition Division rejected the opposition in respect of the
categories of goods in Class 10 and upheld it in respect of the categories of goods in Classes 20 and 24. Both
Matratzen and Hukla appealed against that decision.

8. By the contested decision, the Second Board of Appeal of OHIM dismissed the appeal brought by
Matratzen and allowed that brought by Hukla. In essence, the Board of Appeal considered that, in Spain, the
two trade marks at issue would be seen as being similar and that some of the products covered by the two
trade marks were identical and others highly similar. On the basis of that analysis, the Board of Appeal took
the view that there was a likelihood of confusion, within the meaning of Article 8(1)(b) of Regulation No
40/94, in respect of all the products covered by the application.

The procedure before the Court of First Instance and the contested judgment

9. On 9 January 2001, Matratzen brought an action before the Court of First Instance for annulment of the
contested decision for infringement of Article 8(1)(b) of Regulation No 40/94 and breach of the principle of
the free movement of goods.

10. With regard to the alleged infringement of Article 8(1)(b) of Regulation No 40/94, the Court, pointing out
that the perception in the mind of the average consumer of the goods or services in question plays a decisive
role in the global assessment of the likelihood of confusion, stated, in paragraph 27 of the contested judgment,
that the point of view of the public in the Member State in which the earlier mark is registered, namely
Spain, must be taken into consideration.

11. It held, first, in paragraph 30 of the contested judgment, that two marks are similar when, from the point
of view of the relevant public, they are at least partially identical as regards one or more relevant aspects,
inter alia the visual, aural and conceptual aspects. The Court found that, in the present case, the word
Matratzen' was both the earlier trade mark and one of the signs of which the trade mark applied for consisted
and, therefore, that it must be held that the earlier mark was identical, from a visual and aural point of view,
to one of the signs making up the trade mark applied for. However, that finding was not in itself a sufficient
basis for holding that the two trade marks in question, each considered as a whole, were similar.

12. The Court stated, in paragraph 32 of the contested judgment, that the assessment of the similarity between
two marks must be based on the overall impression created by them, in light, in particular, of their distinctive
and dominant components. It added, in paragraph 34 of the contested judgment,
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that that approach does not amount to taking into consideration only one component of a complex trade mark
and comparing it with another mark, but, on the contrary, it entails examining the marks in question, each
considered as a whole. However, it pointed out in the same paragraph that that does not mean that the overall
impression created in the mind of the relevant public by a complex trade mark may not, in certain
circumstances, be dominated by one or more of its components.

13. Next, in accordance with the criteria relevant to the case, the Court examined the components of the trade
mark applied for, namely the words Matratzen', Concord' and markt', and also the figurative sign of each in
relation to the others. It considered, in paragraph 43 of the contested judgment, that the words Matratzen' and
Concord' could be considered to be the most important components. However, according to the Court, the
word Matratzen', which is characterised by a preponderance of consonants with hard pronunciation and bears
no resemblance to any Spanish word, appeared more likely than the word Concord' to be kept in mind by the
relevant public. It concluded that the word Matratzen' was the dominant element of the trade mark applied for.
It therefore held, in paragraph 44 of the contested judgment, that, from the point of view of the relevant
public, there existed a visual and aural similarity between the two trade marks.

14. Finally, it held, in paragraph 48 of the contested decision, that, considered cumulatively, the degree of
similarity between the trade marks in question and the degree of similarity between the goods covered by
them was sufficiently high and that the Board of Appeal was therefore entitled to hold that there was a
likelihood of confusion between the trade marks in question.

15. In paragraph 49 of the contested judgment, it held that that conclusion was not invalidated by Matratzen's
arguments based on Article 12(b) of Regulation No 40/94. It considered that, even if that provision could have
a bearing on the registration procedure, that bearing would be limited, as regards assessment of the likelihood
of confusion, to precluding a descriptive sign from forming part of a complex trade mark as a distinctive and
dominant element within the overall impression created by that mark. In this case, the word Matratzen' was
not descriptive, from the point of view of the relevant public, of the goods covered by the trade mark applied
for.

16. As regards the alleged infringement of the principle of the free movement of goods, the Court held, in
paragraph 54 of the contested judgment, that registration, as a national trade mark, of a sign which, in the
language of another Member State, is descriptive of the goods or services concerned does not constitute a
barrier to the free movement of goods. In paragraph 58 of the contested judgment, it pointed out that,
according to the case-law of the Court of Justice, Article 30 EC allows derogations from the principle of the
free movement of goods arising from the exercise of the rights conferred by a national trade mark only to the
extent to which such derogations are justified in order to safeguard the rights which constitute the specific
subject-matter of the industrial property concerned. The right attributed to a trade-mark proprietor of
preventing any use of the trade mark which is likely to impair the guarantee of origin so understood is part of
the specific subject-matter of the trade-mark rights.

17. The Court pointed out, in paragraph 57 of the contested judgment, that under Article 106(1), Regulation
No 40/94 does not affect the right existing under the laws of the Member States to bring claims for
infringement of earlier rights in relation to the use of the later Community trade mark. It pointed out that if,
in a specific case, there exists a likelihood of confusion between an earlier national trade mark and a sign for
which an application for registration as a Community trade mark has been made, the use of that sign may be
prohibited by the national court in infringement proceedings.

18. The Court therefore dismissed the application.

The appeal
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19. Matratzen claims that the Court should set aside the contested judgment and reject the opposition lodged
on 21 April 1998 by Hukla. It also seeks an order for costs against OHIM.

20. OHIM contends that the appeal should be dismissed and seeks an order for costs against Matratzen.

21. Under Article 119 of the Rules of Procedure, where the appeal is clearly unfounded, the Court may at any
time, acting on a report from the JudgeRapporteur and after hearing the Advocate General, by reasoned order
dismiss the appeal.

The first plea

Arguments of the parties

22. By its first plea, Matratzen claims that the Court of First Instance, in interpreting the notion of similarity
referred to in Article 8(1)(b) of Regulation No 40/94, did not fulfil the requirement of the case-law of the
Court of Justice to appreciate globally the likelihood of confusion on the part of the public taking into
account all factors relevant to the circumstances of the case. Neither the figurative element nor any of the
verbal elements should be overlooked in a proper analysis and appreciation of the trade mark applied for.

23. In its assessment of the factual circumstances fundamental to the evaluation of the likelihood of confusion,
the Court erred in law by holding that the word Matratzen' constituted the dominant element of the trade mark
applied for. According to Matratzen, it should have held that the word Concord' predominated. The correct
assumption is that, in the trade mark applied for, the element Matratzen', which is a foreign-sounding word for
the Spanish consumer, is of secondary importance, whereas the term Concord', which originates from the
Romance language area with which he is familiar, remains, at least more clearly and easily, fixed in his
memory.

24. It is clear from the total lack of information on the use of the trade mark, on its possible importance, on
evidence that its distinctive nature may have increased, on the extent to which it is known on the market, and
also of other similar information, that it can only be assumed that the distinctiveness is just barely adequate
and therefore rather weak. Applying by analogy the principles of the limitation of the effects of a mark, as set
out inter alia in Article 12(b) of Regulation No 40/94, the word mark Matratzen', which is not very
distinctive, cannot successfully be relied on as against a verbal and figurative trade mark with a strong
distinctive nature. For that reason, too, registration of the trade mark applied for in the register of Community
trade marks held by OHIM should not be refused.

25. OHIM contends that the plea seeks to challenge findings and assessments of fact, which cannot, as a rule,
be subject to review by the Court on appeal. It also maintains that the Court of First Instance referred to the
relevant case-law, particularly as regards the methodological procedure by which the two trade marks are to be
compared.

Findings of the Court

26. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the two trade marks there exists
a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
The likelihood of confusion includes the likelihood of association with the earlier trade mark.

27. The very terms in which that provision is couched therefore preclude its application if there is no
likelihood of confusion on the part of the public (see, regarding the identical provision in Article 4(1)(b) of
First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1), Case C-39/97 Canon
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[1998] ECR I-5507, paragraph 18, and Case C-425/98 Marca Mode [2000] ECR I-4861, paragraph 34).

28. Likelihood of confusion on the part of the public must be assessed globally, taking into account all the
factors relevant to the circumstances of the case (see to this effect Case C-251/95 SABEL [1997] ECR I-6191,
paragraph 22; Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 18, and Marca Mode ,
cited above, paragraph 40).

29. In addition, the global assessment of the likelihood of confusion must, as regards the visual, aural or
conceptual similarity of the marks in question, be based on the overall impression created by them, bearing in
mind, in particular, their distinctive and dominant components. The perception of the marks in the mind of the
average consumer of the goods or services in question plays a decisive role in the global assessment of the
likelihood of confusion. The average consumer normally perceives the mark as a whole, and does not proceed
to analyse its various details (see to this effect SABEL , paragraph 23, and Lloyd Schuhfabrik Meyer ,
paragraph 25).

30. In the present case, in deciding whether, from the point of view of that consumer, there was visual and
aural similarity between the two trade marks, the Court did not err in law in its interpretation of Article
8(1)(b) of Regulation No 40/94.

31. In that regard, the claim that the Court, by considering separately the elements of the trade mark applied
for, failed to assess globally the likelihood of confusion, taking into account all the factors relevant to the
circumstances of the case, is unfounded.

32. The Court rightly pointed out, in paragraph 34 of the contested judgment, that the assessment of the
similarity between two marks does not amount to taking into consideration only one component of a complex
trade mark and comparing it with another mark. On the contrary, such a comparison must be made by
examining the marks in question, each considered as a whole. It also held that that does not mean that the
overall impression created in the mind of the relevant public by a complex trade mark may not, in certain
circumstances, be dominated by one or more of its components.

33. Furthermore, as is clear from paragraphs 38 to 48 of the contested judgment, the Court, in order to decide
whether the two trade marks are similar from the point of view of the relevant public, devoted a significant
part of its reasoning to an appreciation of their distinctive and dominant elements and of the likelihood of
confusion on the part of the public, a likelihood which it appreciated globally, taking into account all the
factors relevant to the circumstances of the case.

34. Moreover, by maintaining that the Court, in a misinterpretation of the facts in the case, held that the word
Matratzen' constitutes the dominant element of the trade mark applied for, Matratzen is in fact merely
challenging the Court's appraisal of the facts without, however, alleging any distortion of the evidence before
the Court. That appraisal does not constitute a point of law which is subject, as such, to review by the Court
of Justice on appeal (Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22; orders of 5 February
2004 in Case C-326/01 P Telefon &amp; Buch v OHIM [2004] ECR I-0000, paragraph 35, and Case
C-150/02 P Streamserve v OHIM [2004] ECR I-0000, paragraph 30).

35. It should also be noted, with regard to Matratzen's argument relating to Article 12(b) of Regulation No
40/94, that that provision concerns the limitation of the effects of the Community trade mark itself by
providing that the right conferred by its registration does not entitle the proprietor to prohibit a third party
from using, under certain circumstances, in the course of trade, indications concerning the kind, quality,
quantity, intended purpose, value, geographical origin, the time of production of the goods or of rendering of
the service, or other characteristics of them, that is to say descriptive indications. It does not concern the
status of an earlier trade mark, within the meaning of Article 8(2) of Regulation No 40/94. The Court did not
therefore err in law by holding that the argument relating to Article 12(b) of Regulation No 40/94 was
irrelevant.
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36. Therefore, these grounds are not vitiated by any error of law.

37. Consequently, the first plea must be rejected as manifestly unfounded.

The second plea

Arguments of the parties

38. Matratzen claims that the Court erred in law by finding, in paragraph 54 of the contested judgment, that it
in no way appears that the principle of the free movement of goods prohibits a Member State from
registering, as a national trade mark, a sign which, in the language of another Member State, is descriptive of
the goods or services concerned. In the present case, the opposition lodged against the trade mark applied for
on the ground that it is similar to the earlier trade mark registered in Spain, an earlier trade mark which, in
Germany, is descriptive of the relevant products, constitutes an unlawful exercise of the rights recognised by
the law of a Member State on intellectual property under the second sentence of Article 30 EC.

39. OHIM contends that in opposition proceedings it is not possible either to challenge an earlier national
trade mark or to question its validity. It considers that the corollary of the coexistence of the legal system of
Community trade marks and the national legal systems is, in particular, that the eligibility of a mark for
protection is to be assessed according to the same legal criteria, but that the outcome of the examination may
vary from one country to another because it is the point of view of the relevant public in each country which
matters. Therefore, it is quite conceivable for a trade mark to be registered in a Member State although it is
descriptive in a language other than the language of that State.

Findings of the Court

40. According to settled case-law, in the context of the application of the principle of the free movement of
goods, the EC Treaty does not affect the existence of rights recognised by the legislation of a Member State
in matters of intellectual property, but only restricts, depending on the circumstances, the exercise of those
rights (Case 119/75 Terrapin [1976] ECR 1039, paragraph 5, and Case 58/80 Dansk Supermarked [1981] ECR
181, paragraph 11).

41. Article 30 EC allows derogations from the fundamental principle of the free movement of goods between
Member States only to the extent to which such derogations are justified in order to safeguard the rights
which constitute the specific subject-matter of the industrial property concerned. In that context, the essential
function of the trade mark is to guarantee to the consumer or end user the identity of the trade-marked
product's origin by enabling him to distinguish it without any risk of confusion from products of different
origin. Therefore, the right attributed to a trade-mark proprietor of preventing any use of the trade mark which
is likely to impair the guarantee of origin so understood is therefore part of the specific subject-matter of the
trade-mark rights, the protection of which may justify derogations from the principle of the free movement of
goods (Joined Cases C-427/93, C-429/93 and C-436/93 Bristol-Myers Squibb and Others [1996] ECR I-3457,
paragraph 48, and Case C-143/00 Boehringer Ingelheim and Others [2002] ECR I-3759, paragraphs 12 and
13).

42. Consequently, by holding, in paragraphs 54 and 56 of the contested decision, that the principle of the free
movement of goods does not prohibit either a Member State from registering, as a national trade mark, a sign
which, in the language of another Member State, is descriptive of the goods or services concerned, or the
proprietor of such a trade mark from opposing, where there is a likelihood of confusion between that national
trade mark and a Community trade mark applied for, registration of the latter, the Court of First Instance was
not mistaken as to the objectives of the propositions in paragraphs 40 and 41 of this order, and accordingly
interpreted them correctly.
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43. The second plea must therefore be rejected as clearly unfounded.

44. It is apparent from the foregoing that the appeal is clearly unfounded and must therefore be dismissed.
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Judgment of the Court (Second Chamber)
of 12 October 2004

Vedial SA v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Appeal - Community trade mark - Article 8(1)(b) of Regulation (EC) No 40/94 - Likelihood of confusion

- Word and figurative mark HUBERT - Opposition of the proprietor of the national word mark
SAINT-HUBERT 41 - Capacity of OHIM as defendant before the Court of First Instance. Case

C-106/03 P.

In Case C-106/03 P,

APPEAL under Article 56 of the Statute of the Court of Justice,

lodged at the Court on

27 February 2003

,

Vedial SA , established in Ludres (France), represented by T. van Innis, G. Glas and F. Herbert, lawyers, with
an address for service in Luxembourg,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by O.
Montalto and P. Geroulakos, acting as Agents,

defendant at first instance,

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the Chamber, C. Gulmann, R. Schintgen, F. Macken
(Rapporteur), and N. Colneric, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: R. Grass,

having regard to the written procedure,

after hearing the Opinion of the Advocate General at the sitting on

15 July 2004,

gives the following

Judgment

Costs

57. Under Article 62(2) of the Rules of Procedure of the Court, applicable to appeal proceedings by virtue of
Article 118 of those rules, the unsuccessful party is to be ordered to pay the costs if they have been asked for
in the successful party's pleadings. Since OHIM sought such an order and Vedial has failed in its appeal it
must be ordered to pay the costs.

On those grounds, the Court (Second Chamber) hereby:

1. Dismisses the appeal;

2. Orders Vedial SA to pay the costs.
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1. In its appeal Vedial SA (Vedial') seeks to have set aside the judgment of the Court of First Instance in
Case T-110/01 (Vedial v OHIM - France Distribution (HUBERT) [2002] ECR II-5275, the judgment under
appeal'), dismissing its action for annulment of the decision of the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 9 March 2001 (Case R
127/2000-1) in which the opposition by Vedial to registration of the word and figurative mark HUBERT
sought by France Distribution was rejected (the contested decision').

Legal framework

2. Article 8(1)(b) and (2)(a)(ii) of Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1) provides:

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

...;

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. for the purposes of paragraph 1, Earlier trade marks means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

...

(ii) trade marks registered in a Member State....'

Background to the dispute

3. On 1 April 1996, France Distribution filed with OHIM an application for registration of a composite word
and figurative mark comprising the name HUBERT' in black stylised capital letters bordered with white,
surmounted by a bust of a chef of jovial appearance raising his right arm with upturned thumb.

>image>0

4. The goods in respect of which registration was sought are in Classes 29, 30 and 42 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended.

5. On 6 January 1998, Vedial filed a notice of opposition under Article 42 of Regulation No 40/94 against the
mark applied for in respect of some of the products covered by the mark, namely, milk and milk products' in
Class 29 and vinegar, sauces' in Class 30.

6. The earlier mark is the national word mark SAINT-HUBERT 41 for butters, edible fats, cheeses and all
dairy products' in Class 29. It is composed of two words connected by a hyphen and including the number
41.

7. Upon rejection of its opposition by a decision of 1 December 1999 by the Opposition Division, Vedial
filed an appeal with OHIM against the decision of the Opposition Division pursuant to Article 59 of
Regulation No 40/94. In support of its appeal, the applicant annexed to its statement of grounds several
documents intended to establish the reputation of its mark in France.

8. That appeal was dismissed by the contested decision. The First Board of Appeal of OHIM essentially
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considered that, even though there was a high degree of similarity between the goods in question and even
though, for the purposes of the application of that provision, it was possible to take account of the reputation
of the earlier mark demonstrated to it by Vedial, there was no likelihood of confusion in the mind of the
public concerned since the conflicting marks did not display strong similarities.

Procedure before the Court of First Instance and judgment under appeal

9. By an application lodged with the Registry of the Court of First Instance on 23 May 2001, Vedial brought
an action for the annulment of the contested decision on the sole ground of infringement of the concept of
likelihood of confusion for the purposes of Article 8(1)(b) of Regulation No 40/94.

10. Before the Court of First Instance, OHIM acknowledged that if it were legitimate to regard the earlier
mark as reputed, it would be appropriate to conclude that there was a likelihood of confusion with the mark
applied for. None the less, since it was not possible, in OHIM's view, to accept the reputation of the earlier
mark owing to the appellant's failure to provide evidence of such reputation within the period granted for that
purpose by the Opposition Division, it was appropriate to examine the case without the adjunction of that
factual element.

11. In that regard OHIM considered that, if the Court of First Instance were to find that the dominant
component of the earlier mark is the Christian name HUBERT', it would be difficult to deny the existence of
a likelihood of confusion between the marks in question. Conversely, if the Court of First Instance were to
hold that the earlier mark is not particularly distinctive and forms a whole in which no component is
dominant, the differences between the marks should be sufficient to demonstrate that there is no likelihood of
confusion. OHIM leaves it to the discretion of the Court of First Instance to resolve that point of law brought
before it.

12. France Distribution, which was a lawfully constituted party to the proceedings before the Opposition
Division and the Board of Appeal, did not intervene in the proceedings before the Court of First Instance.

13. The Court of First Instance first recalled, at paragraphs 35 to 39 of the judgment under appeal, the Court's
case-law concerning likelihood of confusion between the mark applied for and the earlier mark.

14. The Court of First Instance then went on, at paragraphs 40 to 59 of the judgment under appeal, to
compare on the one hand the goods concerned and on the other the conflicting signs. Thus it found that the
dairy products' and edible fats' in respect of which the earlier mark had been registered were identical,
respectively, with milk and milk products' and similar to vinegar, sauces' covered by the trade mark
application in question. On the other hand, it considered that the earlier mark and the mark applied for are not
similar visually', that they are dissimilar from an aural point of view' and that there is no conceptual similarity
between the conflicting marks'.

15. Finally, at paragraphs 60 to 66 of the judgment under appeal, the Court of First Instance adjudged there to
be no risk of confusion between the earlier mark and the mark applied for. It held in particular at paragraph
63 that even though there is identity and similarity between the goods covered by the conflicting marks, the
visual, aural and conceptual differences between the signs constitute sufficient grounds for holding that there is
no likelihood of confusion in the mind of the targeted public'. At paragraphs 65 and 66, it went on to state
that, in this case, the conflicting signs cannot in any way be regarded as identical or similar from the visual,
aural or conceptual points of view' and that, consequently, one of the essential conditions for applying Article
8(1)(b) of Regulation No 40/94 has not been satisfied'.
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16. Accordingly, the Court of First Instance dismissed the action for annulment of the contested decision.

The appeal

17. In its appeal, in support of which it raises three pleas, Vedial claims that the Court should:

- set aside the judgment under appeal;

- give final judgment on the dispute by granting the forms of order sought at first instance or, in the
alternative, remit the case to the Court of First Instance;

- order OHIM to pay the costs.

18. OHIM contends that the Court should dismiss the appeal and order Vedial to pay the costs.

First plea

Parties' arguments

19. In its first plea Vedial submits that in the judgment under appeal the Court of First Instance infringed the
general principle of Community law under which the parties delimit the subject-matter of a case, which was
upheld by the Court in its judgment in Joined Cases C-430/93 and C-431/93 Van Schijndel and Van Veen
[1995] ECR I-4705).

20. It states that, under that principle it is for the parties alone to determine the scope of the dispute. It
precludes the court from raising an issue not referred to in the parties' submissions. Thus, where on a given
point there is no dispute between the parties or where they expressly acknowledge the existence of a legal,
relevant and specific fact, the court cannot act of its own motion except if the agreement between the parties
on the specific point is contrary to public policy.

21. In the present case, during the procedure before the Court of First Instance, Vedial and OHIM were
agreed as to a similarity, if only a phonetic one, between the earlier mark and the mark applied for, and as to
a risk of confusion if it were not possible to criticise the Board of Appeal for taking the view that the earlier
mark was very distinctive, if only owing to the reputation gained by it in France. According to Vedial, that
delimitation of the dispute was not contrary to public policy.

22. Accordingly, the Court of First Instance, it is claimed, infringed the principle under which the parties
delimit the subject-matter of a case by considering, contrary to the agreement between the parties on that
point, that the conflicting marks displayed no similarities.

23. OHIM contends that the first plea is unfounded. The abovementioned principle applies in civil law but not
to the predominantly administrative law disputes concerning the Community trade mark. Moreover, OHIM has
no locus standi of its own, since it was not a party to the proceedings before the Board of Appeal. When an
action comes before the Court of First Instance it must determine whether OHIM, that is to say the Board of
Appeal, correctly applied Regulation No 40/94 and, if it concludes that OHIM infringed that regulation, it
must set the decision aside.

24. OHIM points out that in its action before the Court of First Instance Vedial maintained that the contested
decision infringed the concept of likelihood of confusion and expressly requested the Court of First Instance to
examine the conflicting marks and to determine that there was a likelihood of confusion. Accordingly, the
Court of First Instance was right to examine that concept and to apply Regulation No 40/94. It cannot
therefore be said to have infringed the principle under which the parties delimit the subject-matter of a case.

25. Moreover, OHIM contends that in the present case there was no agreement between Vedial and itself. In
its view, apart from the fact that the view of OHIM is expressed in the view taken
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by the Board of Appeal, as was adjudged by the Court of First Instance in the judgment under appeal, France
Distribution, which could have acted as an intervener before the Court of First Instance, in no way assented to
Vedial's interpretation of the likelihood of confusion. However, in disputes relating to industrial and
commercial property the Rules of Procedure of the Court of First Instance confer on the intervener a position
which is almost identical to that of the other parties.

Findings of the Court

26. Even on the supposition that the principle under which the parties delimit the subject-matter of a case
applies in proceedings such as those at first instance concerning an action against a decision of an appeal
board of OHIM on an opposition to registration of a mark based on the likelihood of confusion with an
earlier mark, OHIM does not in any event have the power to alter before the Court of First Instance the terms
of the dispute, as delimited in the respective claims and allegations of the applicant for registration and of the
opposing party.

27. In fact, although under Article 133(2) of the Rules of Procedure of the Court of First Instance, OHIM is
the defendant in proceedings before the Court of First Instance, the proceedings before that Court are intended
to resolve a dispute between the claimant for registration and the holder of an earlier mark, as is borne out by
the following provisions in Regulation No 40/94 and the Rules of Procedure of the Court of First Instance.

28. First, under Article 63(2) and (3) of Regulation No 40/94, that action seeks to examine the lawfulness of
the decision of the Board of Appeal which decided the dispute concerning registration of the mark applied for
and to obtain, in an appropriate case, the annulment or alteration of that decision.

29. Yet before both the Opposition Division and the Board of Appeal, the dispute is between the applicant for
registration and the party opposing it, without OHIM being a party to the dispute.

30. It is important to note, in particular, that under Article 42(1)(a) of Regulation No 40/94, only owners of
earlier marks may oppose registration of a mark on the relative ground of refusal provided for in Article
8(1)(b) thereof. Thus, OHIM does not have the power to oppose registration of a mark on such a ground.

31. Nor, secondly, is the action before the Court of First Instance against the decision of a Board of Appeal
on an opposition open to OHIM. In fact, under Article 63(4) of Regulation No 40/94 such an action shall be
open to any party to proceedings before the Board of Appeal adversely affected by its decision'.

32. Thirdly, the capacity of defendant conferred on OHIM is limited in its effects. Conversely, the parties to
the proceedings before the Board of Appeal, other than the applicant, entitled, under Article 134(1) of the
Rules of Procedure of the Court of First Instance, to participate in the proceedings before the Court of First
Instance as interveners, are accorded in that connection extensive rights such as to assimilate them to actual
defendants.

33. Thus, Article 134(2) of the Rules of Procedure states that: The interveners referred to in paragraph 1 shall
have the same procedural rights as the main parties.'

34. Moreover, contrary to the ordinary rule in regard to intervention set out in Article 116(4)(a) of the Rules
of Procedure, Article 134(3) thereof provides that [a]n intervener... may, in his response ..., seek an order
annulling or altering the decision of the Board of Appeal on a point not raised in the application'. By dint of
a contrario reasoning under the latter provision OHIM is not entitled, for its part, to formulate such forms of
order.

35. Finally it is clear from Article 134(4) thereof that, in derogation from Article 122 of the Rules of
Procedure, even if OHIM does not respond to the application in the manner and within
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the period prescribed, the default procedure is not to apply where a party to the proceedings before the Board
of Appeal other than the applicant intervenes before the Court of First Instance.

36. Therefore OHIM cannot be granted power, by partially concurring with the analysis put forward by the
applicant, or acquiescing in its appeal, to alter the terms of the dispute before the Court of First Instance. Any
other finding would defeat the legitimate expectation of the party which was successful before the Board of
Appeal, in so far as the purpose of proceedings before the Court of First Instance is, pursuant to Article 63(2)
of Regulation No 40/94, to review the legality of the decision of the Board of Appeal.

37. In this case the Court of First Instance was in no way bound by the agreement between Vedial and OHIM
as to the similarity or even the likelihood of confusion between the conflicting marks. The Court was
therefore correct to consider, in the judgment under appeal, whether the contested decision infringed the
concept of likelihood of confusion, as Vedial alleged in its application, and to apply Regulation No 40/94.

38. The first ground of appeal must therefore be dismissed.

Second ground of appeal

Arguments of the parties

39. In its second ground of appeal Vedial argues that the Court of First Instance infringed the rights of the
defence by failing to act in accordance with its legitimate expectation as to the parameters of the dispute
agreed by the parties. Having regard to the position adopted by OHIM in its response submitted to the Court
of First Instance, it withdrew its request to be permitted to submit a response and limited its arguments to the
parameters defined by OHIM's statement of its position.

40. According to Vedial, even if the Court of First Instance was not bound by the principle under which the
parties delimit the scope of the case, it should have ordered that the matter be reopened and notified the
parties that it did not concur with their view as to the aural similarity of the conflicting marks.

41. OHIM considers that the second ground of appeal presupposes that the Court of First Instance infringed
the abovementioned principle, which in its view it did not. It adds that, both in its application and at the
hearing, Vedial set out its views at length, as well as explaining its interpretation of the regulatory provisions
and relevant caselaw.

Findings of the Court

42. As regards the second ground of appeal, even on the assumption that Vedial and OHIM were agreed that
there was some similarity between the conflicting marks or even that there was a likelihood of confusion, it
must be borne in mind first of all that, as analysis of the first ground of appeal makes clear, the Court of
First Instance was in no way bound by that view, but had a duty to determine whether, by finding that there
was no similarity between the two marks, the Board of Appeal had infringed Regulation No 40/94 in the
contested decision. Secondly, the Court of First Instance did not base its decision on facts or arguments
extraneous to the issue.

43. Accordingly, the Court of First Instance in no way failed to act in accordance with the legitimate
expectations of Vedial, nor was it bound to reopen the matter in order to notify it that it did not agree that
there was aural similarity between the earlier mark and the mark applied for.

44. The second ground of appeal must therefore be dismissed.

Third ground of appeal
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Arguments of the parties

45. In its third ground of appeal, which was submitted in the alternative, Vedial argues that the Court of First
Instance infringed the concept of likelihood of confusion within the meaning of Article 8(1)(b) of Regulation
No 40/94.

46. By the first limb of this plea, Vedial claims that the Court of First Instance erred in finding, at paragraph
62 of the judgment under appeal, that there was no likelihood of confusion between the earlier mark and the
mark applied for without establishing, as it should have done, whether there was a risk that the public might
believe that the goods or services in question originate from undertakings which are linked economically only.

47. By the second limb of the same plea, Vedial alleges that the Court of First Instance was wrong to find, at
paragraph 63 of the judgment under appeal, that the visual, aural and conceptual differences between the
earlier mark and the mark applied for constituted sufficient grounds to discount any likelihood of confusion.
According to Vedial, the question is not whether there are differences between the conflicting marks, but
whether those marks are identical or similar and whether, taken together with the identity or similarity of the
goods or services concerned, the extent of those similarities is such that there is a likelihood of confusion.

48. By the third limb of this plea, Vedial argues that the Court of First Instance did not apply the rule of
interdependence in a clear manner. It erred in failing to state that the alleged slight degree of similarity
between the earlier mark and the mark applied for was counteracted by the high degree of similarity between
the goods concerned and by the strong distinctiveness of the earlier mark.

49. By the final limb of the third plea Vedial argues that the Court of First Instance was wrong, at paragraph
62 of the contested decision, to restrict the relevant persons to the target public', which is to say purely to
consumers likely to purchase the marked goods. In Vedial's submission, the relevant public for the purposes of
assessing the likelihood of confusion is composed of all persons likely to come across the mark.

50. OHIM argues that the third ground of appeal should be dismissed as unfounded in regard to all limbs.

Findings of the Court

51. For the purposes of applying Article 8 (1)(b) of Regulation No 40/94, the likelihood of confusion
presupposes both that the mark applied for and the earlier mark are identical or similar, and that the goods or
services covered in the application for registration are identical or similar to those in respect of which the
earlier mark is registered. Those conditions are cumulative (see to that effect, on the identical provisions of
Article 4(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1), Case C-39/97 Canon [1998] ECR I-5507,
paragraph 22).

52. Contrary to Vedial's claim, the Court of First Instance did not rely on the visual, aural and conceptual
differences between the earlier mark and the mark applied for in deciding that there was no likelihood of
confusion.

53. After making a comparative study, at paragraphs 48 to 59 of the judgment under appeal, of the two marks
in the visual, aural and conceptual senses, the Court of First Instance concluded, as stated at paragraph 65 of
the judgment, that the marks could in no way be regarded as identical or similar for the purposes of Article
8(1)(b) of Regulation No 40/94.

54. Having found that there was no similarity between the earlier mark and the mark applied for, the Court of
First Instance correctly concluded that there was no likelihood of confusion, whatever
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the reputation of the earlier mark and regardless of the degree of identity or similarity of the goods or
services concerned.

55. The third ground of appeal is therefore unfounded in regard to each of its limbs and must be dismissed.

56. Accordingly, the appeal must be dismissed in its entirety.
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Judgment of the Court (Third Chamber)
of 15 September 2005

BioID AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Appeal - Community trade mark - Article 7(1)(b) of Regulation (EC) No 40/94 - Word and figurative

mark - BioID - Absolute ground for refusal to register - Trade mark devoid of any distinctive
character. Case C-37/03 P.

In Case C-37/03 P,

APPEAL under Article 56 of the Statute of the Court of Justice lodged at the Court on 3 February 2003,

BioID AG , established in Berlin (Germany), in judicial liquidation, represented by A. Nordemann,
Rechtsanwalt,

appellant,

the other party to the proceedings being

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by A. von
Mühlendahl and G. Schneider, acting as Agents,

defendant at first instance,

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, J.P. Puissochet, S. von Bahr, J. Malenovsku and A. O
Caoimh (Rapporteur), Judges,

Advocate General: P. Léger,

Registrar: M. Ferreira, Principal Administrator,

having regard to the written procedure and further to the hearing on 13 January 2005,

after hearing the Opinion of the Advocate General at the sitting on 2 June 2005,

gives the following

Judgment

On those grounds, the Court (Third Chamber) hereby:

1. Sets aside the judgment of the Court of First Instance of the European Communities of 5 December 2002
in Case T-91/01 BioID v OHIM (BioID) [2002] ECR II-5159;

2. Dismisses the action against the decision of the Second Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 20 February 2001;

3. Orders the appellant to pay the costs of the proceedings at first instance and on appeal.

1. By its appeal, BioID AG requests the Court to set aside the judgment of the Court of First Instance of the
European Communities of 5 December 2002 in Case T-91/01 BioID v OHIM (BioID) [2002] ECR
II-5159, the judgment under appeal', dismissing the action brought against the decision of the Second Board of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM') of 20
February 2001 (Case R 538/1999-2) (the contested decision'), refusing registration as a Community trade mark
of the compound mark containing the abbreviation BioID'.

Legal framework
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2. Under Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1):

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

3. Article 7 of that regulation states:

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the current
language or in the bona fide and established practices of the trade;

...'

Background to the dispute

4. On 8 July 1998, the appellant, acting under its former name, D.C.S. Dialog Communication Systems AG,
filed an application with OHIM for a Community trade mark in respect of a compound mark (the trade mark
applied for'), made up of the sign reproduced below:
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5. The goods and services in respect of which registration of the said mark is sought fall under Classes 9, 38
and 42 of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended. They correspond to the
following descriptions, which were set out in the application for registration of the mark:

- computer software, computer hardware and parts therefor, optical, acoustic and electronic apparatus and
parts therefor, all the aforesaid goods in particular for and in connection with the monitoring of user
passwords, for computer intercommunication and for the computer-aided identification and/or verification of
live organisms based on one or more specific biometric characteristics, in Class 9;

- telecommunications; security services in connection with computer communications, access to databases,
electronic payment transactions, the checking of user passwords and the computer-aided identification and/or
verification of live organisms based on one or more specific biometric characteristics, in Class 38;

- providing of software on the internet and other communications networks, on-line maintenance of computer
programs, computer programming, all the aforesaid services in particular for and in connection with the
monitoring of user passwords, computer intercommunication and the computer-aided identification and/or
verification of live organisms based on one or more specific biometric characteristics; technical development
of systems for monitoring user passwords, for computer intercommunication,
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and of systems for the computer-aided identification and/or verification of live organisms based on one or
more specific biometric characteristics, in Class 42.

6. By decision of 25 June 1999 the examiner refused the application, on the ground that the mark applied for
was descriptive of the goods concerned and devoid of any distinctive character within the meaning of Article
7(1)(b) and (c) of Regulation No 40/94. The appellant appealed against that decision.

7. By the contested decision, the Second Board of Appeal of OHIM dismissed the appeal on the ground that
Article 7(1)(b) and (c) of Regulation No 40/94 precluded registration of the trade mark applied for, since the
latter, read as a whole, constitutes a shortened form of the words biometric identification' and thus described
characteristics of the goods and services claimed. It also concluded that the graphic elements could not endow
the mark with any distinctive character within the meaning of Article 7(1)(b).

The procedure before the Court of First Instance and the judgment under appeal

8. By application lodged at the Registry of the Court of First Instance on 25 April 2001, the appellant sought
annulment of the contested decision. It put forward two pleas in law alleging infringement of Article 7(1)(b)
and of Article 7(1)(c) of Regulation No 40/94.

9. In rejecting the action before it, the Court considered first of all, in paragraph 23 of the judgment under
appeal, that:

As is clear from the case-law, the signs referred to in Article 7(1)(b) of Regulation No 40/94 are, in
particular, those which, from the point of view of the relevant public, are commonly used in trade in
connection with the presentation of the goods or services concerned or in respect of which there is, at least,
evidence that they could be used in that way. Such signs do not enable the relevant public to repeat the
experience of a purchase, if it proves to be positive, or to avoid it, if it proves to be negative, on the occasion
of a subsequent acquisition of the goods or services concerned (see, to that effect, Case T-79/00
Rewe-Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 26).'

10. Accordingly, the Court of First Instance considered, in paragraph 25 of the judgment under appeal, that
the relevant public is, in any event, one with experience in the sector of the goods and services in question.

11. Next, the Court of First Instance held, in paragraph 27 of that judgment, in particular, that a trade mark
composed of several elements must, for the purposes of assessing its distinctive character, be considered as a
whole and that that is not inconsistent with a successive examination of the different composite elements of
the mark.

12. Firstly, as regards the trade mark applied for, the Court of First Instance found in paragraph 28 of that
judgment that, in English, the element ID' is a standard abbreviation of the noun identification', and that the
prefix Bio' may constitute either an abbreviation of an adjective (biological' or biometrical') or the abbreviation
of a noun (biology'). It found in paragraph 29 of that judgment that, in the light of the goods and services
claimed, the relevant public understands BioID as meaning biometrical identification.'

13. Secondly, in respect of all of the goods and services covered by the trade mark applied for, the Court
held, in paragraphs 30 to 32 of the judgment under appeal, first, as regards the goods and services in Class 9,
that the biometric identification of live organisms involves or even requires the use of the said goods, and
second, as regards the goods and services in Classes 38 and 42, that, since those services are provided by
means of biometric identification or relate to the development of systems for such identification, the
abbreviation BioID directly refers to one of the qualities
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of those services, which may be taken into account by the relevant public when choosing such services.

14. According to the Court of First Instance, in paragraph 34 of its judgment, from the point of view of the
relevant public, the abbreviation BioID was likely to be commonly used, in trade, for the presentation of the
goods and services in the categories referred to in the application for registration. Accordingly, it is devoid of
distinctive character as regards those categories of goods and services.

15. In paragraph 37 of the judgment under appeal, the Court of First Instance observed that the figurative
elements of the trade mark applied for, consisting of Arial' typeface and characters of different boldness, are
commonly used, in trade, for the presentation of all types of goods and services and are thus devoid of
distinctive character in relation to the categories of goods and services concerned.

16. Next, in paragraphs 38 to 40 of the aforesaid judgment, and in relation to the graphic elements of the
trade mark applied for, the Court held that, as regards the full stop ', the appellant itself had declared that that
element is commonly used as the last of several elements in a word mark, indicating that the mark is an
abbreviation, and that, as regards the sign «', its function is limited to indicating that the mark has been
registered for a specific territory and that, in the absence of such registration, the use of that graphic element
would be misleading for the public. The Court of First Instance therefore concluded that the aforementioned
graphic elements are likely to be used, in trade, to present all types of goods and services and are therefore
devoid of distinctive character in respect of those goods and services.

17. Moreover, in paragraph 41 of that judgment, having considered each of the elements of the trade mark
applied for, the Court found the trade mark applied for to be composed of a combination of elements, each of
which is likely to be used, in trade, to present goods and services in the categories claimed by that trade mark
and is therefore devoid of distinctive character in respect of those goods and services.

18. The Court of First Instance thus held, in paragraphs 42 to 44 of the judgment under appeal, that, since
there was no concrete evidence, such as, for example, the way in which the various elements are combined, to
indicate that the compound trade mark applied for, taken as a whole, was greater than the sum of its parts,
that trade mark is therefore devoid of distinctive character in respect of the categories of goods and services
concerned.

19. Furthermore, in relation to the appellant's arguments based on the existence of other registered
Community trade marks, the Court of First Instance, pointing out, in paragraph 47 of the said judgment, that
factual or legal grounds contained in a previous OHIM decision may constitute arguments supporting a plea
alleging infringement of a provision of Regulation No 40/94, nevertheless found that, in the present case, the
appellant did not rely on grounds contained in other decisions which might call into question the above
findings as to the distinctive character of the trade mark applied for.

20. The Court of First Instance thus concluded, in paragraphs 49 and 50 of that judgment, that the plea
alleging infringement of Article 7(1)(b) of Regulation No 40/94 therefore had to be rejected and that it was
unnecessary to consider the plea alleging infringement of Article 7(1)(c) of that regulation.

The appeal

21. By its appeal, the appellant claims that the Court should set aside the judgment under appeal, annul the
contested decision and order OHIM to pay the costs.

22. OHIM contends that the Court should dismiss the appeal and order the appellant to pay the
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costs.

23. In support of its appeal, the appellant puts forward two grounds of appeal. In the first it alleges that the
Court of First Instance interpreted incorrectly and too broadly the absolute ground for refusal to register trade
marks which are devoid of any distinctive character, laid down in Article 7(1)(b) of Regulation No 40/94. In
its second ground of appeal it claims that, if the Court of First Instance interpreted the latter provision of the
regulation correctly, it erred in law in not dealing with the second plea submitted at first instance, alleging
infringement of that regulation.

First ground of appeal, alleging infringement of Article 7(1)(b) of Regulation No 40/94

24. This ground of appeal can be divided into four heads of claim.

First head of claim, concerning the account to be taken of the overall impression produced by the trade mark
applied for

25. With this head of claim, the appellant complains that the Court of First Instance did not take as a basis
for its assessment as to whether the trade mark applied for is capable of having dinstinctive character the
criterion of the impression produced by that trade mark as a whole on the relevant public. The appellant
submits that, although the Court of First Instance examined each of the different figurative and graphic
elements of that trade mark in detail and based its conclusions on that examination, it did not really analyse
the overall impression.

26. In the view of OHIM, the Court of First Instance examined the trade mark applied for as a whole, even
though it rightly asserted that that approach does not preclude starting with a separate analysis of each of its
individual components. OHIM, which itself carried out such an analysis, concluded that the overall impression
produced by each of the elements of the trade mark applied for was of a sign that is not distinctive.

27. First, the essential function of a trade mark is to guarantee the identity of the origin of the marked
product or service to the consumer or end-user by enabling him, without any possibility of confusion, to
distinguish the product or service from others which have another origin (see, in particular, Case 102/77
Hoffmann-La Roche [1978] ECR 1139, paragraph 7, and Case C-299/99 Philips [2002] ECR I-5475,
paragraph 30). Article 7(1)(b) of Regulation No 40/94 is thus intended to preclude registration of trade marks
which are devoid of distinctive character which alone renders them capable of fulfilling that essential function
(see Case C-329/02 P SAT.1 v OHIM [2004] ECR I-8317, paragraph 23).

28. Secondly, in order to determine whether a sign is of a character such as to render it registrable as a trade
mark, it is appropriate to take the viewpoint of the relevant public.

29. Thirdly, as regards a compound mark, such as that which forms the subject-matter of the present dispute,
any distinctive character may be assessed, in part, in respect of each of the terms or elements, taken
separately, but that assessment must, in any event, be based on the overall perception of that trade mark by
the relevant public and not on the presumption that elements individually devoid of distinctive character
cannot, on being combined, present such character (see SAT.1 v OHIM , cited above, paragraph 35). The
mere fact that each of those elements, considered separately, is devoid of distinctive character does not mean
that their combination cannot present such character (see, by way of analogy, Case C-363/99 Koninklijke KPN
Nederland [2004] ECR I-1619, paragraphs 99 and 100, Case C-265/00 Campina Melkunie [2004] ECR
I-1699, paragraphs 40 and 41, as well as SAT.1 v OHIM , cited above, paragraph 28).

30. In SAT.1 v OHIM , cited above, concerning an application for a Community trade mark in respect
of the term SAT.2, the Court set aside the judgment of the Court of First Instance
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in Case T-323/00 SAT.1 v OHIM (SAT.2) [2002] ECR II-2839, on the ground that, in order to justify
refusal of registration of that term, that Court had based itself on the presumption that elements individually
devoid of distinctive character cannot, on being combined, present such a character. The Court of First
Instance had thus examined the impression as a whole produced by that term only as a secondary matter,
refusing to attribute any relevance to aspects such as the existence of a fanciful element, which ought to be
taken into account in such an analysis.

31. In paragraph 27 of the judgment under appeal, the Court of First Instance rightly held that, for the
purposes of assessing the distinctive character of a compound mark, it is not inconsistent with a successive
examination of the different composite elements of the mark to consider that mark as a whole.

32. Admittedly, in paragraph 42 of the judgment under appeal, having taken the view that the different
elements of the trade mark applied for were devoid of distinctive character, the Court of First Instance found
that the trade mark itself should also be presumed to be devoid of such character.

33. However, contrary to the situation in SAT.1 v OHIM (SAT.2) , cited above, that finding did not, in
this case, affect the Court of First Instance's analysis on that point since it did not restrict itself to examining
the overall impression produced by the trade mark applied for as a secondary matter, but directed part of its
reasoning to considering, in relation to a compound mark, the sign's distinctiveness as a whole.

34. In paragraph 42 of the judgment under appeal, the Court of First Instance noted that, where it does not
appear that there is concrete evidence, such as, for example, the way in which the various elements are
combined, to indicate that a compound trade mark, taken as a whole, is greater than the sum of its parts, such
a trade mark is devoid of distinctive character in respect of the goods and services concerned.

35. In addition, in paragraphs 43 and 44 of the aforesaid judgment, the Court of First Instance referred to its
detailed analysis, first, of the typographical elements described in paragraph 37 of that judgment, and second,
of the graphic elements referred to in paragraphs 38 and 39 of the judgment. In doing so, the Court of First
Instance integrated the analysis in those paragraphs of the judgment into its examination of the impression
produced by the trade mark applied for as a whole, with a view to determining whether the mark is of a
character such as to render it registrable as a trade mark.

36. Finally, the Court of First Instance found that the structure of the trade mark applied for did not alter the
conclusion that the trade mark, taken as a whole, was devoid of distinctive character.

37. That reasoning is not vitiated by any error of law, since the Court of First Instance ascertained whether
the said mark, taken as a whole, had distinctive character.

38. It follows from this that the first head of claim of the first ground of appeal must be rejected as
unfounded.

Second head of claim, concerning the evidence that the trade mark applied for was actually used by the public
or by competitors

39. With this head of claim, the appellant submits that, in considering that the trade mark applied for was
devoid of distinctive character, the Court of First Instance did not take into account the fact that it could not
be proved that the trade mark applied for was actually used by the public or by competitors, that it did not
appear in dictionaries and that, although an internet search of the terms biometric identification' gave more
than 19 075 results, the trade mark applied for has only been used in publications on biometric identification'
originating from the appellant.

40. OHIM contends that the specific evaluation of the impact of a trade mark on consumers, clearly
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defined in relation to the goods and services for which registration of the sign is requested, amounts to a
finding of fact which cannot be examined by the Court unless the Court of First Instance is alleged to have
distorted the facts. Since the appellant has not put forward any factor capable of undermining the Court of
First Instance's findings of fact on that point, this ground of appeal is inadmissible.

41. As regards the question of proof that the trade mark applied for was commonly used in a descriptive way
by the public or by competitors, it is sufficient to point out, first, that the fact that it has been shown that the
trade mark applied for is commonly used by the public or by competitors is a relevant factor under Article
7(1)(d) of Regulation No 40/94, but not under Article 7(1)(b) (see, to that effect, Case C-64/02 P OHIM v
Erpo Möbelwerk [2004] ECR I-0000, paragraphs 40 and 46).

42. Secondly, the specific evaluation of the impact of a trade mark on consumers, clearly defined in relation
to the goods and services for which registration of the sign is requested, amounts to a finding of fact. The
appellant is thus effectively requesting the Court to substitute its own assessment of the facts for that carried
out by the Court of First Instance.

43. It is clear from Article 225 EC and the first paragraph of Article 58 of the Statute of the Court of Justice
that an appeal lies on points of law only. The Court of First Instance thus has exclusive jurisdiction to find
and appraise the relevant facts and to assess the evidence. The appraisal of those facts and the assessment of
that evidence thus does not, save where they distort the evidence, constitute a point of law which is subject,
as such, to review by the Court of Justice on appeal (see, to that effect, Case C-104/00 P DKV v OHIM
[2002] ECR I-7561, paragraph 22; Case C-194/99 P Thyssen Stahl v Commission [2003] ECR I-10821,
paragraph 20; and Case C-136/02 P Mag Instrument v OHIM [2004] ECR I-0000, paragraph 39).

44. In those circumstances, the second head of claim of the first ground of appeal must accordingly be
rejected as being partly unfounded and partly inadmissible.

Third head of claim, concerning the account to be taken of other trade marks registered as Community trade
marks

45. With this head of claim, the appellant claims that the Court of First Instance should have considered that
other marks registered by OHIM as Community trade marks, including not only other marks containing the
prefix Bio' and another descriptive term, but also the word mark Bioid, were indications of the distinctive
character of the trade mark applied for.

46. OHIM contends that, since the decisions of the Boards of Appeal are not decisions which involve
discretion, but rather the exercise of circumscribed powers, earlier decisions cannot be used as criteria of
comparison. The list of word marks containing the element Bio' and refused by OHIM is just as long as the
list of trade marks registered that include that element. Comparable registrations have to be examined on a
case by case basis, taking into account, in particular, the goods and services for which registration of the sign
is requested. Furthermore, OHIM points out that the word mark Bioid' cannot be compared with the figurative
mark BioID. The figurative separation, also shown graphically, of Bio' on the one hand, and ID' on the other
hand, clearly illustrates that those are two elements of one mark. In the case of the word mark Bioid, those
elements of separation are completely lacking.

47. In that regard, it is necessary to point out, first of all, that decisions concerning registration of a sign as
a Community trade mark which the Boards of Appeal are called on to take under Regulation No 40/94 are
adopted in the exercise of circumscribed powers and are not a matter of discretion. Accordingly, the legality
of the decisions of Boards of Appeal must be assessed solely on the basis of that regulation, as interpreted by
the Community judicature, and not on the basis of a
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previous decision-making practice of those boards (see Case T-19/04 Metso Paper Automation v OHIM
(PAPERLAB) [2005] ECR I-0000, paragraph 39).

48. In addition, the distinctiveness of a mark must be assessed, first, in relation to the goods or services in
respect of which registration has been applied for and, second, in relation to the perception of them by the
relevant public.

49. It follows that the identity or similarity of the trade mark applied for in relation to another Community
trade mark is irrelevant where, as in this case, elements of fact or of law which have been put forward in
support of the application for that other mark are not put forward by the appellant for the purpose of showing
the distinctive character of the trade mark applied for.

50. In any event, contrary to the appellant's submissions, the Court of First Instance did not in any way
refuse to examine the evidence deriving from OHIM's decision-making practice.

51. The Court of First Instance thus held, in paragraph 47 of the judgment under appeal, that factual or legal
grounds contained in a previous decision may constitute arguments supporting a plea alleging infringement of
a provision of Regulation No 40/94. However, in the same paragraph of that judgment it expressly stated that,
in relation to the trade mark applied for, the appellant had not relied on grounds contained in earlier decisions
of the Boards of Appeal recognising the registrability of other marks containing the element Bio' which might
call into question the findings in the contested decision as to its distinctive character.

52. Moreover, having noted at the hearing that the appellant also relied on the registration by OHIM of the
word mark Bioid for the categories of goods and services described as printing products', telecommunications'
and computer programming', the Court of First Instance concluded that, contrary to the appellant's submission,
the trade mark applied for and the word mark Bioid' are not interchangeable, and the fact that in the said
word mark the letters id' are in lower case distinguishes it, in terms of its semantic content, from the
abbreviation BioID.

53. Finally, as has already been pointed out in paragraph 43 of this judgment, it is clear from Article 225 EC
and the first paragraph of Article 58 of the Statute of the Court of Justice, that an appeal lies on points of
law only. The Court of First Instance thus has exclusive jurisdiction to find and appraise the relevant facts
and to assess the evidence. The appraisal of those facts and the assessment of that evidence thus does not,
save where they distort the evidence, constitute a point of law which is subject, as such, to review by the
Court of Justice on appeal.

54. However, in calling into question the Court of First Instance's assessment of the similarity and identity of
the registered trade marks, and accordingly the relevance of earlier decisions of OHIM, the appellant is in
reality merely challenging the appraisal of the facts carried out by the Court of First Instance, without
mentioning or alleging any such distortion.

55. The third head of claim of the first ground of appeal must accordingly be rejected as being partly
unfounded and partly inadmissible.

Fourth head of claim, concerning the criterion for refusal of registration

56. With this final head of claim of the first ground of appeal, which the appellant raised for the first time at
the hearing, it claims that the Court of First Instance interpreted Article 7(1)(b) of the regulation erroneously
in finding that the trade marks referred to in that provision are, in particular, those which, from the point of
view of the relevant public, are commonly used in trade in connection with the presentation of the goods or
services concerned or in respect of which there is, at least, evidence that they could be used in that way.

57. OHIM contends that the Court of First Instance did not commit any error in considering that the trade
mark applied for can be commonly used. In its opinion, that trade mark would not
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readily be perceived as a mark of origin by the limited public targeted by the application in this case.
Furthermore, at the hearing, OHIM raised by implication the question of the admissibility of this head of
claim which had not been raised in the appeal.

58. In that connection, and as the Advocate General indicates in point 25 of his Opinion, it should be noted
that this head of claim was submitted in support of the first ground of appeal put forward by the appellant to
the Court, according to which the Court of First Instance erroneously interpreted the absolute ground for
refusal to register trade marks which are devoid of any distinctive character, laid down in Article 7(1)(b) of
Regulation No 40/94. Consequently, it is not a new plea within the meaning of Article 42(2) of the Rules of
Procedure.

59. As regards the validity of the head of claim, it must be pointed out that each of the grounds for refusal
to register listed in Article 7(1) of Regulation No 40/94 is independent of the others and calls for separate
examination (see OHIM v Erpo Möbelwerk , cited above, paragraph 39). Furthermore, the various
grounds for refusal must be interpreted in the light of the general interest underlying each of them. The
general interest taken into consideration when examining each of those grounds for refusal may, or even must,
reflect different considerations, according to the ground for refusal in question (see Joined Cases C-456/01 P
and C-457/01 P Henkel v OHIM [2004] ECR I-5089, paragraphs 45 and 46, and SAT.1 v OHIM ,
cited above, paragraph 25).

60. In addition, it must be pointed out that the notion of general interest underlying Article 7(1)(b) of
Regulation No 40/94 is, manifestly, indissociable from the essential function of a trade mark, which is to
guarantee the identity of the origin of the marked product or service to the consumer or end-user by enabling
him, without any possibility of confusion, to distinguish the product or service from others which have another
origin (see, SAT.1 v OHIM , cited above, paragraphs 23 and 27).

61. In paragraphs 23, 34, 41 and 43 of the judgment under appeal, the Court of First Instance primarily
accepted the fact that the trade mark applied for is likely to be commonly used in trade, in order to establish
that it fell within Article 7(1)(b) of the regulation.

62. It must, however, be stated that, as the Court of Justice held in paragraph 36 of SAT.1 v OHIM ,
cited above, that criterion, although relevant in relation to Article 7(1)(c) of Regulation No 40/94, is not the
yardstick by which Article 7(1)(b) must be interpreted.

63. Consequently, it must be held that the head of claim alleging that the Court of First Instance applied a
criterion relevant in the context of Article 7(1)(c) of the regulation rather than in that of Article 7(1)(b) is
well founded.

64. Therefore, the first ground of appeal, alleging erroneous interpretation of Article 7(1)(b) of Regulation No
40/94, must be accepted.

65. It follows from the foregoing, without there being any need to examine the second ground of appeal, that
the judgment under appeal must be set aside in so far as the Court of First instance erred in law in its
interpretation of Article 7(1)(b) of Regulation No 40/94.

Substance of the action at first instance

66. Under the second sentence of the first paragraph of Article 61 of the Statute of the Court of Justice, the
latter may, where the decision of the Court of First Instance is quashed, itself give final judgment in the
matter, where the state of the proceedings so permits. That is the case here.

67. In that regard, and as is clear from paragraphs 27 and 28 of this judgment, in order to ascertain whether
the trade mark applied for guarantees the identity of the origin of the marked product or service to the
consumer or end-user by enabling him, without any possibility of confusion, to distinguish
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the product or service from others which have another origin, it is appropriate to take the viewpoint of the
relevant public.

68. Thus, bearing in mind the goods and services covered by the trade mark application described in
paragraph 5 of this judgment, it appears that the relevant public is one with experience in the sector of the
goods and services in question, reasonably well-informed and reasonably observant and circumspect.

69. The trade mark applied for contains the abbreviation BioID and figurative elements, namely the
typographical characteristics of that abbreviation, and two graphic elements placed after the abbreviation
BioID, namely a full stop () and a sign («).

70. As regards the said abbreviation, and as OHIM rightly found in the contested decision, the relevant
public will understand BioID, in the light of the goods and services claimed in the trade mark application, as
being made up of the abbreviation of an adjective biometrical' and of a noun (identification'), and thus, as a
whole, as meaning biometrical identification'. Therefore, that abbreviation, which is indistinguishable from the
goods and services covered by the trade mark application, is not of a character which can guarantee the
identity of the origin of the marked product or service to the consumer or end-user from the viewpoint of the
relevant public.

71. In addition, in the light of the recurrent nature of the typographical features of the abbreviation BioID
and the absence of any particular distinctive element, the characters in Arial' typeface and characters of
different boldness do not enable the trade mark applied for to guarantee, to the relevant public, the identity of
the origin of the goods and services covered by the trade mark application.

72. Furthermore, the two graphic elements placed after the abbreviation BioID, namely a full stop () and a
sign («), do nothing to enable the relevant public to distinguish, without any possibility of confusion, the
products or services covered by the trade mark application from others which have another origin. It follows
that those graphic elements are not capable of fulfilling the essential function of a trade mark, as described in
paragraph 25 of the present judgment, in relation to the relevant goods and services.

73. As pointed out by the Advocate General in point 105 of his Opinion, when the overall impression
conveyed by the trade mark applied for to the relevant public is examined, the abbreviation BioID, which is
devoid of any distinctive character, is the dominant element of that mark.

74. Moreover, as OHIM observed in paragraph 21 of the contested decision, the figurative and graphic
elements are so minimal in nature that they do not endow the trade mark applied for as a whole with any
distinctive character. Those elements do not possess any feature, in particular in terms of fancifulness or as
regards the way in which they are combined, allowing that mark to fulfil its essential function in relation to
the goods and services covered by the trade mark application.

75. Accordingly, the trade mark applied for is devoid of any distinctive character within the meaning of
Article 7(1)(b) of Regulation No 40/94. In those circumstances, the appellant's action against the contested
decision must be dismissed.

Costs

76. Under Article 122 of the Rules of Procedure of the Court of Justice, where the appeal is well founded
and the Court of Justice itself gives final judgment in the case, the Court is to make a decision as to costs.
Under Article 69(2) of the Rules of Procedure of the Court of Justice, which applies to appeals by virtue of
Article 118, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since OHIM has applied for costs against the appellant and the appellant has
been unsuccessful, the latter must be ordered
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to pay the costs of the proceedings at first instance and on appeal.
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Order of the Court of First Instance (Second Chamber)
of 27 July 2004

Gerolsteiner Brunnen GmbH &amp; Co. v Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM). Community trade mark - Court procedure - Substitution of one party to

the dispute - Transfer of rights from the holder of an earlier trade mark. Case T-131/03.

In Case T-131/03,

Gerolsteiner Brunnen GmbH &amp; Co., established in Gerolstein (Germany), represented by A.
Ebert-Weidenfeller, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by U.
Pfleghar and G. Schneider, acting as agents,

defendant,

APPEAL against the decision of the First Board of Appeal of the OHIM of 13 February 2003 (Case R
275/2002-1), concerning opposition proceedings between Gerolsteiner Brunnen GmbH &amp; Co. and Kerry
Group plc,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and S.S. Papasavvas, Judges,

Registrar: H. Jung,

makes the following

Order

1. On 3 January 1997, Kerry Group plc (the intervener') submitted an application for a Community trade mark
to the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. On 12 June 1998, Gerolsteiner Brunnen GmbH &amp; Co. filed a notice of opposition to registration of the
trade mark sought. The opposition was rejected by decision of the Opposition Division of OHIM of 29
January 2002, and the appeal against that decision was also rejected by a decision of the First Board of
Appeal of OHIM of 13 February 2003.

3. By application lodged at the Registry of the Court of First Instance on 17 April 2003, Gerolsteiner Brunnen
GmbH &amp; Co. (hereinafter the applicant' or Gerolsteiner Brunnen') applied to the Court of First Instance
for the annulment of that latter decision and for an order that OHIM pay the costs.

4. By letter lodged at the Registry of the Court of First Instance on 5 December 2003, the applicant's
representative informed the Court of First Instance that the applicant had transferred the earlier trade mark on
which the opposition was based to Sinziger Mineralbrunnen GmbH. He also indicated that that company had
instructed him to represent it before the Court of First Instance and that, as the new owner of the trade mark,
it was seeking leave to be substituted for Gerolsteiner Brunnen as applicant in the present dispute.

5. By letter of 10 December 2003, the parties to the dispute were invited to submit their observations on the
request of Sinziger Mineralbrunnen.

6. By letters lodged at the Registry of the Court of First Instance on 17 and 23 December 2003
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respectively, the defendant and the intervener indicated that they had no objection to Sinziger Mineralbrunnen
being authorised to substitute itself for the applicant.

7. By letter lodged at the Registry of the Court of First Instance on 8 January 2004, the applicant signified its
agreement that Sinziger Mineralbrunnen be substituted for it.

8. As the Court of First Instance has held in its order of 5 March 2004 in Case T94/02 BOSS v OHIM -
Delta Holding (BOSS ) [2004] ECR II0000 where an intellectual property right at issue in the dispute is
transferred, the new owner of that right, claiming through the party before the Board of Appeal, may be
authorised by order to substitute itself for the transferor in the proceedings before the Court of First Instance,
where the former owner of the right has no objection and the Court of First Instance, having heard the other
parties to the action, considers it appropriate.

9. In the absence of any provisions in the Statute of the Court of Justice and the Rules of Procedure of the
Court of First Instance expressly governing the substitution of one party for another, the provisions of Articles
115 and 116 of the Rules of Procedure should be applied by analogy. In particular, the party claiming through
the previous litigant must accept the dispute in the state in which it is at the time of the substitution.

10. In this case, Gerolsteiner Brunnen, the former owner of the intellectual property right on which the
opposition to the application for a Community trade mark is based, has declared its agreement with the
substitution, and neither OHIM nor the intervener have raised any objections in that regard. In those
circumstances, Sinziger Mineralbrunnen should be authorised to substitute itself for Gerolsteiner Brunnen as
applicant in this case.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby orders:

1. Sinziger Mineralbrunnen GmbH is authorised to substitute itself for Gerolsteiner Brunnen GmbH &amp; Co.
as applicant.

2. Costs are reserved.
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Order of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. Synopharm GmbH &amp; Co.

KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Opposition - Withdrawal of opposition - No need to adjudicate. Case T-120/03.

In Case T-120/03,

Synopharm GmbH &amp; Co. KG, represented by G. Hodapp, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider and U. Pfleghar, acting as Agents,

defendant,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

Pentafarma - Sociedade Técnico-Medicinal L da , represented by J. Pereira da Cruz, lawyer,

intervener,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 15 January 2003 (Case R 44/2002-3) relating to the opposition
proceedings between Synopharm GmbH &amp; Co. KG and Pentafarma - Sociedade Técnico-Medicinal Lda ,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: H. Jung,

makes the following

Order

Background to the dispute

1. On 24 October 1997, the applicant filed with the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (the Office') an application for registration of a Community word mark under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The mark in respect of which registration was sought was the word mark DERMASYN.

3. The goods in respect of which registration was sought fall within Classes 1, 3 and 5 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Trade Marks of 15 June 1957, as revised and amended, and are:

- Chemicals used in industry, namely cosmetic and dermatological base recipes for cosmetic and
dermatological applications' in Class 1;

- Cosmetics, perfumery, essential oils, toilet soap, dentifrices' in Class 3;
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- Medicines, pharmaceutical and sanitary preparations, dietetic foodstuffs adapted for medical use, food
supplements for medical purposes, plasters and materials for dressings, disinfectants for the human body;
preparations for destroying vermin; fungicides, herbicides' in Class 5.

4. The application for a Community trade mark was published in the Community Trade Marks Bulletin of 20
July 1998 (No 54/98, p. 557).

5. On 20 October 1998, Pentafarma - Sociedade Técnico-Medicinal Lda gave notice of opposition, under
Article 42 and Article 8(1)(b) and (5) of Regulation No 40/94, to registration of the mark sought in respect of
the goods in Classes 1, 3 and 5 listed in the trade mark application. The opposition was based on the
existence of the word mark DERMAZIL, which is registered in Portugal for goods in Class 5, namely
pharmaceutical products and preparations, medicines for humans and animals, sanitary products and
disinfectants'.

6. By decision of 11 October 2001, the Opposition Division of the Office allowed the opposition in part and
refused the application for registration of a trade mark in respect of certain goods in Class 3 (cosmetics, toilet
soap and dentifrices') and Class 5 (medicines, pharmaceutical and sanitary preparations, dietetic foodstuffs
adapted for medical use, food supplements for medical purposes, plasters, materials for dressings; disinfectants;
preparations for destroying vermin; fungicides, herbicides').

7. By decision of 15 January 2003 (the contested decision'), the Third Board of Appeal of the Office annulled
the decision of the Opposition Division, insofar as it refused the application for registration of the word mark
in question in respect of preparations for destroying vermin; fungicides, herbicides' in Class 5, and dismissed
the remainder of the applicant's appeal.

Procedure

8. By application lodged at the Registry of the Court of First Instance on 10 April 2003, the applicant brought
the present action.

9. On 19 June 2003, German became the language of the case in accordance with Article 131(2) of the Rules
of Procedure of the Court of First Instance.

10. By letter of 7 July 2003, the Office informed the Court that the intervener had, by letter of 8 May 2003,
notified it of an agreement between the parties and, consequently, withdrawn its opposition. The Office
therefore takes the view that, in accordance with Article 113 of the Rules of Procedure, there is no longer any
need to adjudicate.

11. By letter of 10 September 2003, the applicant submitted its observations on the Office's letter.

12. By letter of 6 October 2003, the Office replied to the applicant's observations.

The need to adjudicate

Arguments of the parties

13. The Office points out that, since the opposition has been properly withdrawn, the action has become
devoid of purpose and, in accordance with Article 113 of the Rules of Procedure, there is no longer any need
to give a ruling in the present case (see, to that effect, order of the Court of 3 July 2003 in Case T10/01
Lichtwer Pharma v OHIM - Biofarma (Sedonium) [2003] ECR II0000).

14. The Office submits that, as long as the Court is seized of the action, it cannot proceed with the
registration procedure. However, the Office states that it will take the measures necessary to comply with the
order or judgment of the Court.

15. The applicant disagrees with the Office's reasoning that, since the opposition has been withdrawn, the
present action has become devoid of purpose. The effect of withdrawal of the opposition is
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to remove the entire legal basis of the decision given by the Board of Appeal. Under Regulation No 40/94,
the applicant for a trade mark has a right to registration where there are no absolute or relative grounds for
refusal within the meaning of Articles 7 and 8 of that regulation. The right to registration is based on the fact
that, by virtue of Article 24 of Regulation No 40/94, the application for registration of a Community trade
mark is itself the undertaking's object of property. The failure to register the mark leads to the removal,
without any legal basis, of an object of property that has already been acquired (namely the application for
registration of a Community trade mark) and, consequently, constitutes an obstacle to the free movement of
capital and goods, which encompasses the free movement of the rights in question.

16. In support of its arguments, the applicant submits that, under Article 45 of Regulation No 40/94 and Rule
23(2) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council Regulation
(EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1), where any opposition entered has been
finally disposed of by withdrawal, the Office must then request the applicant to pay the registration fee within
two months of receipt of the request and, accordingly, register the Community trade mark.

17. Finally, the applicant claims that the contested decision must be annulled and the Office requested to
register the mark sought.

Findings of the Court

18. The Court finds that the present action has become devoid of purpose as a result of the withdrawal of the
opposition (see the order in Sedonium , cited above, paragraph 14). The reasons given by the Court in
paragraphs 15 to 18 of that order must be followed in the present case.

19. First, an opposition may, in principle be withdrawn at any time. It is true that, in the first sentence of
Article 44(1) of Regulation No 40/94, the legislature has made express provision only for withdrawal of the
trade mark application. However, given that the scheme of Regulation No 40/94 places the applicant for a
Community trade mark and the opponent on an equal footing in opposition proceedings, that equality must
extend to the possibility of withdrawing procedural documents.

20. Second, where the opposition is withdrawn in the course of proceedings before the Board of Appeal for a
decision on the opposition or in the course of proceedings before the Community judicature for a ruling on an
appeal to the Office against the decision on opposition, there is no longer any basis for the proceedings, with
the result that they become devoid of purpose.

21. The Court finds that the decision of the Opposition Division has not taken effect. Under the second
sentence of Article 57(1) of Regulation No 40/94, appeals brought before the Office have suspensive effect.
Accordingly, a decision, such as that of the Opposition Division, against which such an appeal may be
brought takes effect only where no appeal has been lodged at the Office within the period prescribed by the
first sentence of Article 59 of Regulation No 40/94 or such an appeal has been definitively dismissed by the
Board of Appeal. However, the present case does not concern either of those two situations, as the contested
decision has not taken effect. It is clear from Article 62(3) of Regulation No 40/94 that the decisions of the
Boards of Appeal take effect only after expiry of the period referred to in Article 63(5) of Regulation No
40/94 or, where an appeal has been brought before the Court of Justice within that period, upon the dismissal
thereof. However, the present case is not concerned with either of those two situations (see, to that effect, the
order in Sedonium , paragraphs 15 to 18).

22. Consequently, since the contested decision has not yet taken effect, there is no reason to annul it.

23. As regards the applicant's claim that the Court should ask the Office to register the mark
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sought, it should be noted that, where an action has been brought before the Community judicature against a
decision of a Board of Appeal of the Office, the Office is required, under Article 63(6) of Regulation No
40/94, to take the measures necessary to comply with the order or judgment of the court. Accordingly, the
Court is not entitled to issue directions to the Office (see, inter alia, Case T388/00 Institut für Lernsysteme v
OHIM - Educational Services (ELS) [2002] ECR II-4301, paragraph 19).

24. It therefore suffices to hold, in accordance with Article 113 of the Rules of Procedure, that there is no
longer any need to rule on the action.

Costs

25. Article 87(6) of the Rules of Procedure provides that, where a case does not proceed to judgment, the
costs are in the discretion of the Court.

26. In the present case, the decision not to proceed to judgment is the result of an amicable settlement
between the applicant and the intervener rather than of an agreement between the applicant and the defendant.
Accordingly, the applicant and the intervener must be ordered to bear their own costs and to pay those
incurred by the defendant (see the order in Sedonium , paragraph 20).

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby orders:

1. There is no need to rule on the action.

2. The applicant and the intervener shall bear their own costs and each pay half of those incurred by the
defendant.
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Order of the Court of First Instance (Fourth Chamber)
of 27 May 2004

Irwin Industrial Tool Co. v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM). Community trade mark - Word mark QUICK-GRIP - Absolute ground for refusal -
Descriptiveness - Article 7(1)(c) of Regulation (EC) No 40/94 - Refusal to register - Action manifestly

lacking any foundation in law. Case T-61/03.

In Case T-61/03,

Irwin Industrial Tool Co., established in Hoffman Estates, Illinois (United States), represented by G.
Farrington, Solicitor,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Humphreys and S. Laitinen, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 20 November 2002 (Case R
110/2002-3) refusing to register the word mark QUICK-GRIP as a Community trade mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on

18 February 2003,

having regard to the reply of OHIM lodged at the Registry of the Court of First Instance on

30 May 2003,

makes the following

Order

Costs

38. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM, in accordance with the form of order sought by the
latter.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby orders:

1. The action is dismissed.

2. The applicant shall pay the costs.

Background to the dispute

1. On 17 July 2000, the company American Tool Co., Inc., now called Irwin Industrial Tool Co.,
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filed with the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) an
application for registration of a Community trade mark under Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought was the word mark QUICKGRIP.

3. The goods in respect of which registration was sought fall within Class 8 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of Trade
Marks of 15 June 1957, as revised and amended, and are described as follows: Hand tools; clamps, c-clamps,
bar clamps, hold-down clamps, spreading clamps, welding clamps, chain clamps, locking bar clamps, locking
hold-down clamps, locking pipe clamps, pipe clamps; parts and fittings for the aforesaid goods'.

4. By decision of 29 November 2001, the examiner refused the application under Article 7(1)(b) and (c) of
Regulation No 40/94 in respect of all the goods claimed, the mark sought being regarded as descriptive and
devoid of distinctive character. Moreover, the examiner took the view that no evidence had been adduced as
to the possibility that the mark sought might have become distinctive as a result of the use made of it in the
European Community.

5. On 29 January 2002, American Tool Co., Inc. lodged with OHIM an appeal under Article 59 of Regulation
No 40/94 against the examiner's decision.

6. By decision of 20 November 2002 (the contested decision'), which was notified to the applicant on 18
December 2002, the Third Board of Appeal of OHIM dismissed the appeal.

7. The Board of Appeal held, essentially, that, as a whole, the mark sought conveyed the idea that the grip
effect (grip') could be achieved easily and quickly (quick') and was thus a self-explanatory and unequivocal
description of the kind and use of the goods in question. Moreover, observing that, for the purposes of Article
7(1) of Regulation No 40/94, it is sufficient that only one absolute ground for refusal applies for a sign to be
ineligible for registration as a Community trade mark, the Board of Appeal took the view that it was
unnecessary to rule on the absolute ground for refusal based on Article 7(1)(b) of Regulation No 40/94.

Forms of order sought by the parties

8. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to refer the case back to the examiner and/or the Board of Appeal with a view to examining
the appeal in the light of Article 7(1)(b) of Regulation No 40/94.

9. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Admissibility

10. By the second head of claim, the applicant asks the Court to order OHIM to refer the case back to the
examiner and/or the Board of Appeal so that it may rule on the trade mark application in the light of Article
7(1)(b) of Regulation No 40/94.

11. It is settled case-law that, under Article 63(6) of Regulation No 40/94, the Office is to take the measures
necessary to comply with the judgment of the Court of Justice. Accordingly, the Court of First Instance is not
entitled to issue directions to the Office (Case T331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform)
[2001] ECR II433, paragraph 33; Case T34/00 Eurocool
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Logistik v OHIM (EUROCOOL) [2002] ECR II683, paragraph 12; and Case T388/00 Institut für Lernsysteme
v OHIM - Educational Services (ELS) [2002] ECR II4301, paragraph 19). It follows that the second head of
claim must be rejected as inadmissible.

Substance

12. In support of its action, the applicant alleges infringement of Article 7(1)(b) and (c) of Regulation No
40/94. It is appropriate to examine first the complaint of infringement of Article 7(1)(c) of that regulation.

Arguments of the parties

13. The applicant submits, first of all, that the mark in respect of which registration was sought does not
consist exclusively of a sign which may serve, in trade, to designate the kind of goods in question. According
to the applicant, the use of the English word quick', which indicates a certain swiftness or speed, in
combination with the word grip' is unusual. The combination of those terms therefore does not have a
self-explanatory and unequivocal meaning, particularly not in the mind of the consumer of the goods in
question.

14. Next, the applicant claims that the Board of Appeal failed to take account of the fact that clamps are not
usually described by reference to ease' or speed'. It is uncommon to use the term quick' in relation to the
goods in question since speed is neither a desirable characteristic of, nor a quality sought in, such goods.
Therefore, contrary to what the Board of Appeal held, the term quick' is not laudatory.

15. Finally, according to the applicant, the Board of Appeal was wrong to take the view that the words easy'
and speedy' are synonyms and that their meaning is covered by the word quick'.

16. OHIM replies that the precise meaning of the word exclusively' in the context of Article 7(1)(c) of
Regulation No 40/94 is linked to the test for descriptiveness of marks. In that context, the word in question
relates to the verb consist'. That means that, where at least one of the possible meanings of a sign identifies a
feature of the goods or services concerned, registration of the sign must be refused under Article 7(1)(c) of
Regulation No 40/94.

17. In the present case, OHIM contends that, whilst it is true that each of the components of the mark
QUICK-GRIP being applied for can have different meanings in English, where the word quick' is used as part
of a special collocation or phrase (for example, quick-fire', quick-freeze', quick-knit', quick-look', quick-release',
etc.), it nevertheless generally conveys the idea of rapidity or speed. Moreover, the vast majority of meanings
of the word grip' relate to the idea of grasping or holding firmly or solidly. Accordingly, where joined by a
hyphen, the two words may indeed be used to identify a feature of the goods since clamps are an appliance
or tool for holding, making fast or holding firmly. The descriptiveness of the words quick grip' is confirmed
by the frequent use made of them by traders in their advertisements on the internet for several goods,
including clamps. In those advertisements, the combination quick-grip' conveys the idea of ease, speed and
firm holding.

18. OHIM adds that the sign QUICKGRIP does not satisfy any of the criteria laid down by the case-law on
word marks. It is not a lexical invention, elliptical, unusual in its structure or syntactical juxtaposition and it
cannot stand up to an intuitive grammatical analysis. First, the addition of a hyphen between quick' and grip'
is not a decisive factor in English grammar and is an imperceptible difference or, in any event, one which has
no bearing on the meaning of the sign. Second, the sign in question is not elliptical. Third, the structure and
juxtaposition of the words quick' and grip' are not unusual. The words in question are used by
English-speakers in combination and in that order, with or without a hyphen (for example, quick-fire',
quick-freeze', quick buck',
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quick bread', quick march', quick time', quick water', etc.), and are not an anastrophe.

19. Moreover, OHIM claims that, even if the word quick' can be regarded as an unusual term of praise, it
describes a common characteristic of clamps, namely that they hold firmly or grip. Therefore, the consumer
may apprehend that the clamp grips rapidly when required or that it can be quickly assembled for use. In
either event, those are desirable qualities.

20. Finally, OHIM disputes the applicant's assertion that the word quick' is not synonymous with the word
easy'. As can be seen from the advertisements on the internet, the word easy' appears close to the words
quick' and grip' on a number of occasions and the general message conveyed by the advertisements for clamps
or couplings is that they are also easy to use. Moreover, although the dictionary definition of quick' does not
expressly refer to the word easy', one need only think of such examples as quick meals' or quick assembly' to
realise that the purveyors of such goods are conveying the attractive idea that the meal or assembly will also
be easy.

Findings of the Court

21. Under Article 111 of the Rules of Procedure of the Court of First Instance, where the action is manifestly
lacking any foundation in law, the Court may give a decision by reasoned order without taking further steps
in the proceedings.

22. In the present case, having regard to the relevant case-law of the Court of Justice and the Court of First
Instance and to the fact that the arguments relied on by the parties before the Court are identical to those put
forward before the Third Board of Appeal of OHIM, the Court takes the view that the documents on the
case-file provide it with sufficient information and decides, pursuant to Article 111, to give a decision without
taking further steps in the proceedings.

23. Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' may not be registered. In addition, Article 7(2) of Regulation No 40/94
states that paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of
the Community'.

24. Accordingly, signs and indications which may serve in trade to designate the characteristics of the goods
or services in respect of which registration is sought are, by virtue of Regulation No 40/94, deemed incapable,
by their very nature, of fulfilling the indication-of-origin function of the trade mark, without prejudice to the
possibility of their acquiring distinctive character through use under Article 7(3) of Regulation No 40/94 (see
Case C191/01 P OHIM v Wrigley [2003] ECR I0000, paragraph 30, and the case-law cited therein). Such
signs do not make it possible to identify the commercial origin of the goods or services, thus enabling the
consumer who acquired the product or service to repeat the experience, if it proves to be positive, or to avoid
it, if it proves to be negative, on the occasion of a subsequent acquisition (Case T219/00 Ellos v OHIM
(ELLOS) [2002] ECR II753, paragraph 28, and Case T348/02 Quick v OHIM (Quick) [2003] ECR II0000,
paragraph 28).

25. By prohibiting the registration as Community trade marks of such signs and indications, Article 7(1)(c) of
Regulation No 40/94 pursues an aim which is in the public interest, namely that descriptive signs or
indications relating to the characteristics of goods or services in respect of which registration is sought may be
freely used by all. That provision thus prevents such signs and indications from being reserved to one
undertaking alone because they have been registered as trade marks (see OHIM v Wrigley , cited above,
paragraph 31, and the case-law cited therein).

26. The descriptiveness of a trade mark must be assessed, first, by reference to the goods or services
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in respect of which registration of the sign is sought and, second, by reference to the perception of the section
of the public targeted, which is composed of the consumers of those goods or services (see Quick , cited
above, paragraph 29, and the case-law cited therein).

27. In the present case, the goods covered by the mark sought, as set out in paragraph 1 of the contested
decision, are goods for everyday consumption aimed at all consumers. Consequently, the relevant public is
deemed to be the average consumer who is reasonably well-informed and reasonably observant and
circumspect. Moreover, since the sign QUICK-GRIP is composed of English words, the relevant public by
reference to which the absolute ground for refusal must be examined is the average English-speaking
consumer in the Community (Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraph 26; Case
T295/01 Nordmilch v OHIM (OLDENBURGER) [2003] ECR II0000, paragraph 35; and Quick , paragraph
30).

28. Accordingly, for the purposes of applying the absolute ground for refusal laid down in Article 7(1)(c) of
Regulation No 40/94, it must be determined whether the relevant public will make a sufficiently direct and
specific association between the word sign QUICK-GRIP and the goods in respect of which the application
for registration was refused.

29. The word sign QUICKGRIP is composed of an adjective (quick) and a noun (grip) which are joined by a
hyphen. There does not appear to be anything unusual about the structure of the sign. It does not diverge
from English word composition rules but rather complies with them. Therefore, it will not be perceived as
unusual by the consumer concerned (Case T222/02 HERON Robotunits v OHIM (ROBOTUNITS) [2003]
ECR I0000, paragraph 39).

30. As regards the meaning of the word sign QUICKGRIP and the nature of the link between it and the
goods concerned, the Board of Appeal found, first of all, in paragraph 11 of the contested decision, that the
sign consists of two English words, quick' and grip', which are joined by a hyphen, the first word meaning
acting or capable of acting with speed; capable of being easily and speedily prepared' and the second the act
or an instance of grasping and holding firmly; any device that holds by friction'. Next, in paragraph 13 of the
contested decision, the Board of Appeal took the view that the combination of those two words contains
obvious and direct information on the nature and intended purpose of the goods in question, that the addition
of the word quick' does not make the element grip' any less descriptive and that, on the contrary, the element
quick' tends to convey a laudatory meaning and the impression that the grip effect can be achieved easily and
speedily. Finally, the Board of Appeal found that it could not be denied that the combination of these two
terms, as a whole, has a self-explanatory and unequivocal meaning which refers clearly to the kind and
intended purpose of the goods applied for'.

31. In view of the goods in respect of which registration was sought, the meaning identified by the Board of
Appeal is manifestly correct. The sign in question enables the public targeted to ascertain immediately and
without further reflection that the clamps and other goods concerned grip easily and speedily. Therefore, the
choice of the words quick' and grip' by no means requires a leap of imagination or arbitrary decision on the
part of the consumer.

32. Accordingly, the applicant's argument that the sign QUICKGRIP may have more than one meaning or that
speed is not a quality sought in the goods in question is irrelevant. According to the case-law, a sign must be
refused registration under Article 7(1)(c) of Regulation No 40/94 if, as in the present case, at least one of its
possible meanings designates a characteristic of the goods or services concerned (OHIM v Wrigley , paragraph
32, and Case T355/00 DaimlerChrysler v OHIM (TELE AID) [2002] ECR II1939, paragraph 30).

33. It follows that the link between the word sign QUICKGRIP and the goods referred to in the application
for registration is sufficiently close for the sign to fall within the scope of the
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prohibition laid down by Article 7(1)(c) of Regulation No 40/94.

34. Accordingly, the Board of Appeal was right to confirm that, under Article 7(1)(c) of Regulation No 40/94,
the word sign QUICKGRIP is ineligible for registration as a Community trade mark because it is descriptive
of the nature and intended use of the goods in question.

35. As is evident from Article 7(1) of Regulation No 40/94, it is sufficient that one of the absolute grounds
for refusal listed in that provision applies for the sign not to be registrable as a Community trade mark (Case
C104/00 P DKV v OHIM [2002] ECR I7561, paragraph 29, and Quick , paragraph 37).

36. It is therefore unnecessary to rule on the second plea in law alleging infringement of Article 7(1)(b) of
Regulation No 40/94 (Giroform , cited above, paragraph 31).

37. In light of all of the above findings, the action must be dismissed as manifestly lacking any foundation in
law.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. CM Capital Markets Holding, SA
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Opposition proceedings - Earlier figurative mark including the expression "capital markets
CM" - Application for Community figurative mark including the element "CM" - Relative ground for

refusal - Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-390/03.

In Case T-390/03,

CM Capital Markets Holding SA, established in Madrid (Spain), represented initially by N. Moya Fernandez
and J. Calderon Chavero, and subsequently by J. Calderon Chavero and T. Villate Consonni, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and I. de Medrano Caballero, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM having been

Caja de Ahorros de Murcia, established in Murcia (Spain),

ACTION against a decision of the First Board of Appeal of OHIM of 17 September 2003 (Case R
244/2003-1), relating to opposition proceedings between CM Capital Markets Holding SA and Caja de
Ahorros de Murcia,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 24 November 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 2 April 2004,

further to the hearing on 28 October 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 7 December 1999 the Caja de Ahorros de Murcia (the claimant') requested the Office for
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Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) to register as a Community trade
mark, under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, a figurative sign consisting of a red square crossed through with a yellow line
inside which the letters C' and M' are written in white as follows:

>image>0

>image>1

2. That application was submitted in order to designate goods and services in Classes 1 to 42 of the Nice
Agreement Concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks, of 15 June 1957, as revised and amended.

3. On 23 October 2000 the trade mark application was published in the Community Trade Marks Bulletin No
84/2000.

4. On 23 January 2001, CM Capital Markets Holding SA brought an opposition against the mark applied for
based on Spanish registrations Nos 2 000 040, 2 000 041, 2 000 042 and 2 000 043 designating services in
Classes 35, 36, 38 and 42 for the following figurative mark (the earlier mark'):

>image>2

>image>3

5. The opposition was based on all the services protected by the earlier mark and against part of the goods
and services designated in the Community trademark application. The grounds relied on were those under
Article 8(1)(a) and (b) and 8(4) of Regulation No 40/94.

6. By decision of 27 January 2003, the Opposition Division partially upheld the opposition for the services
regarded as identical or similar, namely business management, business administration, office functions' in
Class 35; insurance, financial affairs, monetary affairs, banking business, real-estate affairs' in Class 36;
telecommunications' in Class 38; and legal services, scientific and industrial research' in Class 42, on the
ground that there was a likelihood of confusion in respect of those services on the part of the Spanish public.

7. On 25 March 2003, the claimant brought an appeal against the Opposition Division's decision.

8. By decision of 17 September 2003 (the contested decision') the First Board of Appeal upheld the appeal
and annulled the Opposition Division's decision. The Board of Appeal held that there was no similarity
between the marks at issue and found accordingly that there was no likelihood of confusion.

Forms of order sought

9. The applicant claims that the Court of First Instance should:

- annul the contested decision;

- accordingly, uphold the opposition in its entirety;

- order the Opposition Division of OHIM to refuse registration of the mark at issue;

- order OHIM to pay the costs.

10. OHIM contends that the Court of First Instance should:

- dismiss the application as unfounded;

- order the applicant to pay the costs.

11. At the hearing the applicant withdrew the second head of claim asking that the opposition should
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be upheld in its entirety.

Law

Admissibility of the forms of order sought by the applicant

12. By its third head of claim the applicant asks the Court of First Instance to order the Opposition Division
to refuse registration of the mark in question. The applicant seeks, therefore, an order directing OHIM to
refuse registration of the mark applied for in respect of the relevant goods and services.

13. In that connection, it must be recalled that in the context of an action brought before the Community
courts against a decision of OHIM the latter is required under Article 63(6) of Regulation No 40/94 to take
the measures necessary to comply with the judgment. Accordingly, the Court of First Instance is not entitled
to issue directions to OHIM. It is for the latter to draw the appropriate inferences from the operative part of
the judgment of the Court of First Instance and the grounds on which it is based. The applicant's claim
seeking an order by the Court of First Instance directing the Opposition Division of OHIM to refuse
registration of the mark in question is therefore inadmissible (Case T-331/99 Mitsubishi HiTec Paper Bielefeld
v OHIM (Giroform) [2001] ECR II-433, paragraph 33, Case T388/00 Institut für Lernsysteme v OHIM -
Educational Services (ELS) [2002] ECR II-4301, paragraph 19, and Case T-34/00 Eurocool Logistik v OHIM
(EUROCOOL) [2002] ECR II-683, paragraph 12).

Substance

14. The applicant puts forward a single plea in law alleging an infringement of Article 8(1)(b) of Regulation
No 40/94.

Arguments of the parties

15. The applicant takes the view that the Board of Appeal carried out an incorrect examination of the
likelihood of confusion between the marks which are the subject of the dispute.

16. It submits that the Board of Appeal's assessment of the difference between the marks is incorrect.
Although it is true that the earlier mark is composed of the element CM' and the expression capital markets',
the latter should not be taken into account since it concerns a generic expression for the services protected by
the earlier mark.

17. The applicant also claims that the mark applied for reproduces the most distinctive part of the earlier
mark, which creates a likelihood of confusion, especially where the advertising for the services at issue has a
phonetic character, since the lettering and colours making up those marks are irrelevant in those circumstances.

18. The applicant emphasises the importance of the phonetic element and its predominance over the visual
element of the mark on account of the importance of the oral transmission of marks in business by advertising
and by consumers during acquisitions. The great similarity of the phonetic element of the marks at issue
cannot be ignored.

19. The applicant disputes the importance given by the Board of Appeal to the colours and the lettering of the
marks at issue, which are only secondary compared to the fact that the marks share the element CM' and are
identical or very similar in scope, which is decisive as regards the overall image that the consumer has of the
marks concerned, and which is capable of giving rise a likelihood of confusion.

20. The applicant refers to an earlier decision of OHIM, of 4 September 2002, delivered in Case R
223/2001-4, in which the Fourth Board of Appeal held that the earlier mark and the mark CM 1824' were
incompatible because CM' was the predominant element in the two marks, in spite of their
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lettering and different representations and although CM' was accompanied by other elements. The Board of
Appeal stated in that decision that the expression capital markets' applied to all the services protected by that
the earlier mark and that it would not be perceived by consumers as forming an integral part of the latter. It
therefore held that the new registration applied for would give rise to a likelihood of confusion.

21. According to the applicant, transposing the criteria set out in that decision to the present case, it is
appropriate to highlight both the fact that the predominant element CM' is phonetically identical and that the
scope of the marks at issue is identical, confirming the likelihood of association and confusion which exists
between them.

22. OHIM submits that the Board of Appeal has not made any error of fact or law and has correctly applied
the legislation and the Community case-law in concluding that the signs at issue were neither identical nor
similar and, therefore, that there was no likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94.

Findings of the Court

23. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered where because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goo ds or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.

24. Under Article 8(2)(a)(ii) of Regulation No 40/94 earlier marks are to be understood as trade marks
registered in a Member State with a date of application for registration which is earlier than that of the
Community trade mark.

25. In the present case the earlier trade mark, on which the opposition was based, is protected in Spain.
Therefore, in order to establish the existence of any likelihood of confusion between the marks at issue the
point of view of the relevant public in Spain must be taken into account.

26. The Court of First Instance adopts, in that connection, the Board of Appeal's definition of the target
public. The Board of Appeal rightly held that the services designated by the marks, which are the subject of
the present proceedings, are aimed at a specialised group of persons, including experts and persons who
require professional advice on financial, legal or commercial matters, notably clients of banks or lawyers. That
is, therefore, a user profile which is very specialised or well informed. It must also be observed that the
applicant does not dispute that definition.

27. Therefore, the likelihood of confusion must be assessed in relation to a Spanish consumer who is very
attentive and well informed.

28. According to settled case-law, the likelihood of confusion is constituted by the likelihood that the public
may believe that the goods or services at issue come from the same undertaking or, as the case may be, from
economically-linked undertakings.

29. According to that case-law, the likelihood of confusion must be assessed globally, according to the
perception the relevant public has of the marks and goods or services at issue, and taking account of all the
relevant factors in the case, in particular the interdependence between the similarity of the marks and that of
the goods or services designated (see Case T-162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills
(GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to 33, and the case-law cited).

30. First, it is common ground that the services covered by the marks in question are identical.

31. In those circumstances the outcome of the proceedings depends on the degree of similarity between
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the signs. Next, it must be considered whether the degree of similarity between the signs in question is
sufficiently great as to lead to the conclusion that a likelihood of confusion exists between them.

32. As is clear from settled case-law, the global assessment of the likelihood of confusion, as far as concerns
the visual, aural or conceptual similarity of the marks in question, must be based on the overall impression
given by the marks, bearing in mind, inter alia, their distinctive and dominant components (see Case T-292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-0000, paragraph
47, and the case-law cited).

33. It is therefore appropriate to make a comparison of the opposing signs in this case from a visual, phonetic
and conceptual point of view.

34. First, as regards the visual comparison of the marks at issue, the Board of Appeal observed that in the
earlier mark the sign was composed of two elements, the expression capital markets' written in black cursive
script with the letters C' and M' placed one on top of the other, while the mark applied for was composed of
only the letters C' and M' in standard type in white in a red square crossed through by a yellow line. The
Board of Appeal also noted in the contested decision that the letters C' and M' of the mark applied for were
not placed one on top of the other but were side by side, that they were inside a brightly coloured square and
that they were white, while in the earlier mark the letters were black. According to the Board of Appeal, the
visual impression produced by the two marks is totally different and that difference is accentuated by the
presence, in the earlier mark, of the expression capital markets'.

35. It must be stated from the outset that the figurative elements claimed for the mark applied for constitute a
specific graphic configuration different from that formed by the earlier mark. As the Board of Appeal rightly
pointed out, the letters C' and M' are not placed one on top of the other, but are side by side and are inside
in a brightly coloured square. Furthermore, the letters are white while in the earlier mark they are black.

36. In addition, the expression capital markets' is important in the visual perception of the earlier mark, given
its original position in the most visible area. It is for that reason immediately perceptible.

37. It is true that the importance of the expression capital markets' is diminished by the fact that its meaning
alludes to the services protected by the earlier mark. Therefore the dominant element in the two marks, in
spite of their lettering and various representations, is the common element CM'. The secondary importance of
the expression capital markets' is, therefore, likely to result in a degree of visual similarity between the marks
in question.

38. However, that visual similarity has only a minor impact. The element CM' appears in both of the signs in
combinations which are dissimilar and in colours and letters which are totally different.

39. It is clear from those findings that although the two marks have the element CM' in common, they present
visual differences which are not inconsiderable. Therefore, in the overall visual perception of the signs in
question the existence of elements which are specific to each sign has the result that the overall impression of
each sign is different

40. Accordingly, as the Board of Appeal rightly held, the signs in question, considered as a whole, are not
visually similar.

41. Second, as regards the phonetic comparison, it should be noted, first, that the applicant emphasises the
importance of the phonetic element and its predominance over the visual element, as regards the use of the
marks on the market and in advertising. It submits that the strong similarity of the phonetic element of the
marks at issue cannot be ignored.

42. It is clear that the Board of Appeal did not make a specific comparison, from a phonetic point
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of view, of the marks in question.

43. In that regard it should be observed generally that two marks are similar when, from the point of view of
the relevant public, they are at least partially identical as regards one or more relevant aspects (Case T-6/01
Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR II-4335, paragraph 30, and Case
T286/02 Oriental Kitchen v OHIM - Mou Dybfrost (KIAP MOU) [2003] ECR II0000, paragraph 38).

44. In this case, it must be observed that the element CM' constitutes both the verbal element of the trade
mark applied for and one of the verbal elements of which the earlier trade mark consists. The mark applied
for must therefore be regarded as identical, from the aural point of view, to the earlier mark. However,
according to the case-law that finding is not in itself a sufficient basis for holding that the two marks in
question, each considered as a whole, are similar (MATRATZEN , paragraph 31).

45. As already recalled, the assessment of the similarity between two marks must be based on the overall
impression produced by them, taking account, in particular, of their distinctive and dominant components (see,
by way of analogy, Case C251/95 SABEL [1997] ECR I-6191, paragraph 23, and Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 25).

46. According to settled case-law, a complex trade mark cannot be regarded as being similar to another trade
mark which is identical or similar to one of the components of the complex mark unless that component
forms the dominant element within the overall impression created by the complex mark. That is the case
where that component is likely to dominate, by itself, the image of that mark which the relevant public keeps
in mind, with the result that all the other components of the mark are negligible within the overall impression
created by it (MATRATZEN , paragraph 33).

47. The case-law has made clear that that approach does not amount to taking into consideration only one
component of a complex trade mark and comparing it with another mark. On the contrary, such a comparison
must be made by examining the marks in question, each considered as a whole. However, that does not mean
that the overall impression created in the mind of the relevant public by a complex trade mark may not, in
certain circumstances, be dominated by one or more of its components (MATRATZEN , paragraph 34).

48. It should also be recalled, moreover, that the target public will not generally consider a descriptive
element forming part of a complex mark as the distinctive and dominant element of the overall impression
conveyed by that mark (see, to that effect, Case T-129/01 Alejandro v OHIM - Anheuser-Busch (BUDMEN)
[2003] ECR II-2251, paragraph 53, and Case T-117/02 Grupo El Prado Cervera v OHIM - Héritiers
Debuschewitz (CHUFAFIT) [2004] ECR II-0000, paragraph 51).

49. In this case, it must be held that the expression capital markets' has a meaning which evokes the services
designated by the earlier mark. The dominant element in that mark is thus CM'.

50. Since the mark applied for is identical from a phonetic point of view to the dominant element of the
earlier mark, there is a phonetic similarity between the signs in question.

51. It is true, as OHIM maintains, that the marks in question have certain phonetic differences. On one hand,
in Spanish pronunciation, the earlier mark is composed of five syllables (ca-pi-tal-mar-kets') and two
phonemes ce-eme', while the mark applied for contains only two phonemes (ce-eme'). On the other hand, the
five initial syllables (ca-pi-tal-mar-kets') of the earlier mark produce a very different sound from that produced
by the phonemes which make up the mark applied for.

52. However, those differences result from the fact that the earlier mark is composed of a group formed by
the element CM' and by the expression capital markets'. In that connection, it must be recalled that the
expression capital markets' has a meaning which evokes the services covered
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by the earlier mark and that, therefore, its importance is lessened.

53. It is clear from those findings that the signs in question, considered as a whole, have a certain phonetic
similarity.

54. Third, as regards the conceptual comparison of the signs in question, the applicant claims that the
expression capital markets' of the earlier mark should not be taken into consideration as it concerns a generic
expression for the services protected by that mark.

55. In the contested decision, the Board of Appeal did not make a comparison of the signs from a semantic
point of view. However, in the course of the analysis of the distinctive character of the earlier mark, it stated
that the expression capital markets' should not be ignored, its purpose being not only to refer to the sphere of
activity in which the undertaking operates but also to help, with the element CM', to identify the commercial
origin of the services provided, so that a consumer will designate, mention and remember the earlier mark as
the expression capital markets CM', and not simply by means of the element CM'.

56. In that connection, it is appropriate, first of all, to emphasise the fact that the dominant element of the
earlier mark is the element CM', since capital markets' is a term which brings to mind the services protected
by the mark.

57. However, in this case, in spite of the fact that the expression capital markets' cannot be regarded as a
dominant element of the earlier mark, it is appropriate to hold, as OHIM did, that that expression may
constitute a relevant factor for the purposes of conceptually analysing the marks in question.

58. It must be observed, first, that if the relevant public is aware of the meaning of the expression capital
markets' the marks in question will appear different to it on the conceptual level, and, if it is not aware of
that meaning, it will not notice the conceptual likeness between them either, since the marks would mean
nothing to it.

59. Second, since the dominant element of the earlier mark CM' has no intrinsic semantic value, the
expression capital markets', in spite of the fact that its character is descriptive of the services covered by the
mark gains importance from the conceptual point of view. In that connection, it must be observed, as OHIM
stated, that the expression capital markets', referring to capital markets in English, is likely to be linked by the
public in question to the element which accompanies that expression, CM'. The expression capital markets'
may therefore confer a semantic value on the element CM', by clothing it with the image of the financial
markets. On the other hand, the element CM' of the mark applied for does not generally have any meaning in
itself.

60. Third, it must be added that it is possible that the target public is capable of establishing a conceptual link
between the mark applied for and the undertaking providing the services designated by that mark, CM' being
the shortened initials of the company name of the applicant, Caja de Ahorros de Murcia. In that regard,
account must be taken of the fact that the relevant public in these proceedings is composed of a specialised
sample of persons, a public which is very attentive and well informed.

61. It is clear from those findings that the signs in question are not conceptually similar.

62. Now that the signs at issue in this case have been compared from the visual, phonetic and conceptual
points of view, it should be recalled next that, according to the case-law of the Court, the distinctive character
of the earlier trade mark, deriving from the inherent characteristics of the mark or its reputation, must be
taken into account when determining whether any similarity between the goods or services covered by the two
marks is sufficient to give rise to a likelihood of confusion (see, by way of analogy, Case C-39/97 Canon
[1998] ECR I-5507, paragraphs 18 and 24, and Lloyd Schuhfabrik
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Meyer , paragraph 20). Furthermore, the Court has held that since the more distinctive the earlier mark, the
greater will be the likelihood of confusion (see, by analogy, SABEL , paragraph 24), marks with a highly
distinctive character, either per se or because of the recognition they possess on the market, enjoy broader
protection than marks with a less distinctive character (see, by analogy, Canon , paragraph 18, and Lloyd
Schuhfabrik Meyer , paragraph 20).

63. In that connection, it must be observed that the applicant does not challenge the assessments carried out
by the Board of Appeal in the contested decision concerning the distinctive character of the earlier mark. The
Board of Appeal stated that it shared the claimant's analysis, according to which the earlier mark had limited
distinctiveness.

64. It must therefore be held that the earlier mark does not have a highly distinctive character.

65. In the course of the global appreciation of the likelihood of confusion, account must therefore be taken, as
is clear from the abovementioned considerations, that the likelihood of confusion must be assessed in relation
to a Spanish consumer who is very attentive and well informed, that the services covered by the marks in
question are identical, that the signs in question are neither visually nor conceptually similar, but that there is
a certain phonetic similarity between the two marks, and, finally, that the earlier mark does not have a highly
distinctive character.

66. Given all those circumstances, it must be observed that the degree of similarity between the marks in
question is not so great as to justify finding that there is a likelihood of confusion between them. Without
there being any need to examine the applicant's argument alleging the predominance of the phonetic element
of the mark as against the visual element, it is sufficient to state that, in any event, the visual and conceptual
differences between the signs in question are capable, in this case, of counteracting the phonetic similarity
noted above.

67. That conclusion is supported by the fact that the relevant public is highly specialised in the sphere of the
services concerned and, therefore, likely to demonstrate a high degree of attention when choosing those
services.

68. Finally, as regards OHIM's allegedly divergent practice in decisions, it must be recalled that the legality of
the Boards of Appeals' decisions must be assessed purely by reference to Regulation No 40/94, as interpreted
by the Community judicature, and not on the basis of OHIM's practice in earlier decisions (see CHUFAFIT ,
paragraph 57 and the case-law cited). Therefore, the argument alleging that the contested decision may be
inconsistent with the decision of the Fourth Board of Appeal of OHIM in case R 223/2001-4 is irrelevant and
cannot be upheld.

69. In the light of the foregoing the Board of Appeal rightly held that there was no likelihood of confusion
between the marks in question.

70. It follows that the application must be dismissed.

Costs

71. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, and
OHIM has asked for costs, the applicant must be ordered to pay OHIM's costs.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Proteome Inc. v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Word mark BIOKNOWLEDGE - Absolute grounds for refusal - Article 7(1)(c) of Regulation (EC) No

40/94 - Descriptive sign. Case T-387/03.

In Case T-387/03,

Proteome Inc., established at Beverly, Massachusetts (United States), represented by M. Edenborough,
Barrister, C. Jones, A. Brodie and C. Loweth, Solicitors,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by P.
Bullock and S. Laitinen, acting as Agents,

defendant,

ACTION brought against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market of 25 August 2003 (Case R 0707/2002-4), and the examiner's decision of 21 June 2002
refusing registration of the word mark BIOKNOWLEDGE,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of J. Azizi, President, M. Jaeger and F. Dehousse, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on

25 November 2003,

having regard to the response lodged at the Registry of the Court of First Instance on

13 February 2004,

and further to the hearing on

9 September 2004,

gives the following

Judgment

Costs

54. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. The applicant
having been unsuccessful, it must be ordered to pay the costs, in accordance with the form of order sought by
the Office.

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 2 March 2000 the company Proteome Inc. (the applicant') filed an application for a Community trade
mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office')
pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994
L 11, p. 1), as amended.

2. The trade mark registration of which has been applied for is the term BIOKNOWLEDGE.

3. The goods and services in respect of which registration has been sought fall within Classes 9, 16 and 42 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to
the following description:

- Class 9: Databases, in physical and electronic form, providing information relating to organisms, and
computer software for use in searching, retrieving, compiling, organising, managing, analysing, communicating
and/or integrating data in and among repositories of information in electronic form, including computer
databases';

- Class 16: Printed material, including guides and manuals, concerning repositories of information relating to
organisms';

- Class 42: Information and computer services, namely developing and/or providing access to databases
containing information relating to organisms, and computer software related thereto'.

4. By letter of 6 July 2001 the Office's examiner notified the applicant that she was of the view that the mark
applied for did not comply with Article 7(1)(b) and (c) of Regulation No 40/94. The examiner also informed
the applicant that it had a period of two months in which to submit observations in that regard.

5. The applicant submitted its observations on 31 August 2001.

6. By decision of 21 June 2002 the examiner refused the application for registration of the mark pursuant to
Article 38 of Regulation No 40/94, on the basis of Article 7(1)(b) and (c) of Regulation No 40/94.

7. The applicant accordingly filed a notice of appeal with the Office under Article 59 of Regulation No 40/94.

8. By decision of 25 August 2003, notified to the applicant on 15 September 2003 (the contested decision'),
the Fourth Board of Appeal of the Office dismissed that appeal on the grounds that the word
BIOKNOWLEDGE is descriptive of the goods and services concerned and is devoid of any distinctive
character.

Forms of order sought

9. The applicant claims that the Court should:

- allow the action;

- annul the decision of the Fourth Board of Appeal;

- annul the examiner's decision of 21 June 2002;

- remit to the Office the application for a Community trade mark to allow the application to proceed to
publication thereof;

- order the Office to pay the applicant's costs incurred in this action, the appeal before the Board of Appeal
and the proceedings before the examiner.
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10. The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

11. First of all, it has in the circumstances of this case to be considered that the objective of the forms of
order sought by the applicant is in point of fact that the contested decision should be annulled and that the
Court of First Instance should give due effect to all the legal consequences of such annulment. It is, moreover,
to be pointed out that the Office stated at the hearing that it no longer challenged the admissibility of the
applicant's claim for annulment of the examiner's decision.

12. As to the substance of the action, the applicant relies on three grounds of challenge, which can be
reformulated as two pleas in law. The first plea seeks to establish infringement of Article 7(1)(c) of
Regulation No 40/94. The second alleges infringement of Article 7(1)(b) of Regulation No 40/94.

Concerning the first plea in law, alleging infringement of Article 7(1)(c) of Regulation No 40/94

13. The first plea advanced by the applicant falls into two parts. In the first, the applicant argues that the
trade mark BIOKNOWLEDGE is too vague and indeterminate to confer on that term a descriptive character in
relation to the goods and services in question. In the second, the applicant submits that the Board of Appeal
used its knowledge of the goods and services concerned improperly in assessing the descriptive character of
the mark.

Concerning the vague and indeterminate nature of the term BIOKNOWLEDGE

- Arguments of the parties

14. In the applicant's view, the Board of Appeal committed an error similar to that found by the Court in its
judgment relating to the term EASYBANK (Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM
(EASYBANK ) [2001] ECR II1259, paragraphs 26 to 33). As was held in that judgment, the term
BIOKNOWLEDGE is too vague and indeterminate to confer on that term a descriptive character in relation to
the goods and services concerned.

15. Furthermore, the term Bioknowledge' is newly invented and has no clear, commonly defined and accepted
meaning. The applicant infers from that that the term in question is not descriptive, in particular, of the goods
and services concerned.

16. The applicant adds that, in any event, the word knowledge' cannot form a descriptive element or
component of the term BIOKNOWLEDGE. The word knowledge' means in English awareness or familiarity
gained by experience, but also a person's range of information or even theoretical or practical understanding of
a subject, a language, etc. Those different meanings indicate that the word knowledge' has a different meaning
from information' and, a fortiori, from the medium in which that information might be stored or the means
whereby that information might be imparted to a user.

17. Relying on the judgment given by the Court in Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL )
[2002] ECR II-683, paragraph 38, the Office submits that the assessment of whether a trade mark is
descriptive can be made only, first, in relation to the goods or services concerned and, second, in relation to
the understanding which the public has of them.

18. In the circumstances, having regard to the goods and services in respect of which registration has been
applied for, the Office maintains that the target public comprises specialists in the medical, pharmaceutical or
other life-science fields and the care business sector throughout the
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European Union.

19. According to the Office, if that public were to be confronted with the term BIOKNOWLEDGE used in
relation to the goods and services concerned, it would draw the conclusion that they were intended to provide,
or merely relate to, biological information.

20. Furthermore, the word knowledge' also means specific information about a subject. To the extent that the
applicant's goods and services are, or provide, sources of biological information, the Office submits that there
exists a clear and direct connection between the mark applied for and the goods and services concerned.

21. In that regard the Office stresses the structure of the word mark at issue, which is composed of the prefix
bio', often used in the formation of compound words in the field of science and technology, and the ordinary
English word knowledge'. It adds that such a structure will not be perceived as unusual by the consumers
concerned, since it complies with the English rules of word composition.

22. As regards the applicant's argument that the term Bioknowledge' is a newly invented word, the Office
states that it is clear from case-law that the fact that a term does not appear in dictionaries is not decisive,
since what matters is how that term would be perceived by the target public.

- Findings of the Court

23. It follows from Article 7(1)(c) of Regulation No 40/94 that signs and indications which may serve in trade
to designate the characteristics of the goods or services in respect of which registration is sought are deemed
incapable, by their very nature, of fulfilling the indication-of-origin function of the trade mark, without
prejudice to the possibility of their acquiring distinctive character through use under Article 7(3) of that
regulation. By prohibiting the registration as Community trade marks of such signs and indications, Article
7(1)(c) of Regulation No 40/94 pursues an aim which is in the public interest, namely that descriptive signs or
indications relating to the characteristics of goods or services in respect of which registration is sought may be
freely used by all. That provision accordingly prevents such signs and indications from being reserved to one
undertaking alone because they have been registered as trade marks (Case C-191/01 P OHIM v Wrigley
[2003] ECR I-0000, paragraphs 30 and 31).

24. From that viewpoint, the signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are
those which may serve in normal usage from a consumer's point of view to designate, either directly or by
reference to one of their essential characteristics, goods or services such as those in respect of which
registration is sought (Case C-383/99 P Procter &amp; Gamble v OHIM [2001] ECR I-6251, paragraph 39).
Therefore, the descriptiveness of a sign can be assessed only in relation to the goods or services concerned
and the relevant public's understanding of that sign (Case T-16/02 Audi v OHIM (TDI ) [2003] ECR II-0000,
paragraph 27).

25. It must first of all be stated that the applicant misunderstands the EASYBANK judgment (paragraph 14
above) when it considers that, in the instant case and in the same way as was held in that judgment, the trade
mark BIOKNOWLEDGE is too vague and indeterminate' to confer on that term a descriptive character in
relation to the goods and services concerned.

26. In the EASYBANK judgment, the Court used the words vague' and indeterminate' merely to clarify the
connection between the meaning of the term concerned and the services in question. On that basis, it indicated
that the link between the meaning of the term EASYBANK on the one hand and the services capable of
being provided by an online bank on the other appears to be too vague and indeterminate to confer a
descriptive character on that term in relation to those services' (paragraph 31). In that judgment the Court did
not therefore characterise the trade mark at issue as too vague and indeterminate', as the applicant maintains.
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27. Next, the first part of the first plea in law is based, principally, on the fact that the Board of Appeal
wrongly concluded that the trade mark registration of which was sought was descriptive, in particular, of the
goods and services concerned. The applicant's ground of challenge in this respect must therefore be examined.

28. In the present case it is not disputed that, as the Board of Appeal noted in paragraph 11 of the contested
decision, the goods and services concerned are intended for a specialist public in the medical, pharmaceutical
or other life-science fields and the care business sector.

29. The term BIOKNOWLEDGE is composed of the prefix bio' and the word knowledge'.

30. The prefix bio' comes from the Greek bios', meaning life, as the Board of Appeal correctly observed in
paragraph 9 of the contested decision. That element is found in the composition of many words that are
connected to life'. Set in the context of the relevant public in the instant case, the element bio' is used in the
composition of words that relate to living organisms (for example, biology').

31. As regards the word knowledge', one of its definitions corresponds, as the Office has correctly noted, to
specific information about a subject. The applicant has not challenged that definition as such, only the
conclusion that the Office has drawn from it.

32. Accordingly, having regard to the definition of the relevant public in this case, juxtaposition of the terms
bio' and knowledge' to form the word BIOKNOWLEDGE prompts the conclusion that that word has at least
one possible meaning, namely, specific information about living organisms, that is to say, information
particular to those organisms. It is to be borne in mind here that a word sign must, pursuant to Article 7(1)(c)
of Regulation No 40/94, be refused registration if at least one of its possible meanings designates a
characteristic of the goods or services concerned (OHIM v Wrigley , cited in paragraph 23 above, paragraph
32).

33. Furthermore, the Court has earlier stated, in connection with a term including the element bio', that since
the abbreviation BioID is composed of abbreviations which are part of the vocabulary of the reference
language [namely, English], it does not represent an exception to the lexical rules of that language and is
therefore not unusual in its structure' (Case T-91/01 BioID v OHIM (BioID ) [2002] ECR II-5159, paragraph
28). In the circumstances, the fact that the term BIOKNOWLEDGE appears as a single word does not
therefore alter the perception that the relevant public may have of it. It must be observed in this regard that,
in addition to the relevant English-speaking public, scientific circles often use English.

34. So far as the descriptions of the classes of goods and services covered by the registration are concerned,
they all refer to organisms', that is to say, to one of the components of the term at issue (bio'). Moreover, the
goods and services in respect of which registration is sought are either the means by which information may
be stored or goods or services that make it possible to gain access to such information. It follows that the
goods and services in question contain, or make possible access to, information about organisms.

35. Inasmuch as the relevant public consists of specialists in the life-science and care business fields, it has to
be concluded that the link between the possible meaning of the term BIOKNOWLEDGE, set out in paragraph
32 above, on the one hand, and the goods and services in question, on the other, is not too vague or
indeterminate. Rather, there exists, from the point of view of the relevant public, a sufficiently direct and
concrete connection between the meaning of that term and the characteristics of the goods and services
concerned.

36. Furthermore, in so far as the word knowledge', according to the definition given in paragraph 31 above,
cannot be clearly distinguished from the word information', still less can it be distinguished,
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as the applicant would have it, from the medium in which the information is kept.

37. Finally, the term BIOKNOWLEDGE, as put forward for registration, contains no other elements or other
indications that might invalidate that conclusion. The same holds good for the presentation or arrangement of
the elements which make up that term.

38. The applicant's argument that the term BIOKNOWLEDGE is a newly invented word and has, therefore,
no clear, commonly defined and accepted meaning must in this respect be rejected.

39. Indeed, with regard to the distinctive nature of a term, the circumstance of coupling together two elements
without any graphic or semantic modification does not imbue them with any additional characteristic such as
to render the sign, taken as a whole, capable of distinguishing the applicant's services from those of other
undertakings. Moreover, the fact that the term does not appear in dictionaries as such - whether as one word
or otherwise - does not in any way alter that finding (Case T-19/99 DKV v OHIM (COMPANYLINE )
[2000] ECR II-1, paragraph 26, and Case T-345/99 Harbinger v OHIM (TRUSTEDLINK ) [2000] ECR
II-3525, paragraph 37).

40. Furthermore, as already indicated (paragraph 33 above), the Court has stated, in relation to the
abbreviation BioID, that that term composed of several elements did not represent an exception to the lexical
rules of the English language and was therefore not unusual in its structure.

41. In the instant case, as the Office has rightly observed, the structure of the term BIOKNOWLEDGE cannot
be perceived as unusual by the consumers concerned, since it complies with the English rules of word
composition. That is all the more true because the relevant public includes specialists accustomed to using the
two elements that make up the term BIOKNOWLEDGE. Thus, even if that term is newly invented, as the
applicant would have it, it has a sufficiently clear possible meaning for the relevant public and makes it
possible to designate the essential characteristics of the goods and services concerned.

42. In the light of all those considerations it is to be concluded that the term BIOKNOWLEDGE is
descriptive of the goods and services in respect of which registration has been applied for. The Board of
Appeal therefore committed no error of law in considering that that term might serve to designate, for the
purposes of Article 7(1)(c) of Regulation No 40/94, from the point of view of the relevant public, the
essential characteristics of the goods and services covered by the trade mark application.

43. The first part of the first plea in law must therefore be rejected as unfounded.

Concerning the improper use by the Board of Appeal of its knowledge of the goods and services

- Arguments of the parties

44. The applicant states that the Board of Appeal used its knowledge of the proposed goods and services in
assessing whether the term BIOKNOWLEDGE fell within the ambit of Article 7(1)(c) of Regulation No
40/94.

45. According to the applicant, such post factum assessment was impermissible, for that knowledge
supplemented the information contained in the word mark. Without that knowledge, however, the Board could
not have concluded that the term comprised descriptive signs or indications.

46. The applicant adds that, in any case, if the test applied by the Board of Appeal was correct, the sign
BIOKNOWLEDGE did not give clear and unambiguous information about essential characteristics of the
goods and services offered (contrary to what is stated in paragraph 13 of the contested decision).

47. The Office counters that the applicant is oblivious to the basic principle that assessment of whether a sign
is descriptive can be made only in relation to the goods and services concerned. Therefore, far from abusing
its knowledge of the specification of the goods and services to reach
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a biased conclusion, the Board of Appeal applied the correct test in assessing the descriptiveness of the term
in the context of the goods and services concerned.

- Findings of the Court

48. As has been observed above, with regard to the application of Article 7(1)(c) of Regulation No 40/94, the
descriptiveness of a sign can be assessed only in relation to the goods or services concerned and the relevant
public's understanding of that sign (TDI , cited in paragraph 24 above, paragraph 27).

49. Contrary to what the applicant maintains, therefore, the Board of Appeal was right in referring, in the
circumstances of this case, to the goods and services concerned in order to ascertain whether the term
BIOKNOWLEDGE had to be refused registration pursuant to Article 7(1)(c) of Regulation No 40/94.

50. As regards the applicant's argument that the sign BIOKNOWLEDGE does not give clear and unambiguous
information about essential characteristics of the goods and services offered, the considerations relating to the
first part of the first plea in law have supported the conclusion that, on the contrary, there existed, from the
relevant public's point of view, a sufficiently direct and concrete connection between the meaning of the term
BIOKNOWLEDGE and the characteristics of the goods and services concerned. The argument put forward by
the applicant in that respect must therefore also be rejected here.

51. For those reasons, the second part of the first plea in law must be rejected as unfounded and, therefore,
the first plea must be rejected in its entirety.

Concerning the second plea in law, alleging infringement of Article 7(1)(b) of Regulation No 40/94

52. The first plea in law having been rejected, and in so far as it is sufficient that one of the absolute grounds
for refusal listed in Article 7(1) of Regulation No 40/94 applies for the sign at issue not to be registrable as a
Community trade mark (Case C-104/00 P DKV v OHIM [2002] ECR I7561, paragraph 29), there is no need
to consider the second plea in law raised by the applicant, alleging infringement of Article 7(1)(b) of
Regulation No 40/94.

53. Having regard to all the foregoing, the action must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Miles Handelsgesellschaft

International mbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Opposition proceedings - Application for a Community figurative

mark containing the verbal element 'Biker Miles' - Earlier Community word mark MILES - Likelihood
of confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-385/03.

In Case T-385/03,

Miles Handelsgesellschaft International mbH, established in Norderstedt (Germany), represented by F.
Dettmann and A. Deutsch, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by T.
Eichenberg and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the OHIM Board of Appeal, intervener before the Court of First
Instance, being

Biker Miles Motorrad Handels- und Vertriebsgesellschaft mbH, established in Berlin (Germany), represented
by G. Malchartzeck, lawyer,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 9 September 2003 (Case R
174/2002-2) concerning opposition proceedings between Biker Miles Motorrad Handels- und
Vertriebsgesellschaft mbH and Miles Handelsgesellschaft International mbH,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Lindh and V. Vadapalas, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 18 November 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 26 March 2004,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 18
February 2004,

further to the hearing on 19 January 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 9 September 2003 (Case R 174/2002-2);
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2. Orders OHIM to pay the costs incurred by the applicant;

3. Orders the intervener to bear its own costs.

Background to the dispute

1. On 7 July 1999, the intervener filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark for which registration was sought is the figurative sign reproduced below:

>image>0

>image>1

3. Registration was sought in respect of goods in Classes 9, 12 and 25 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, corresponding, as far as Class 25 is concerned, to the following description:
equipment and clothing for riders of twowheeled vehicles, namely boots, shoes, gloves, scarves, rainwear,
weather protection clothing, pullovers, helmets, kidney protectors, leather clothing, imitation leather clothing'.

4. This application was published in Community Trade Marks Bulletin No 38/2000 of 15 May 2000.

5. On 15 August 2000, the applicant lodged an opposition against the registration of the mark applied for in
respect of the goods belonging to Class 25 alleging a likelihood of confusion as referred to by Article 8(1)(b)
of Regulation No 40/94. The opposition was based on the existence of the Community word mark MILES,
registered on 28 July 1998 for clothing, including sportswear' belonging to Class 25.

6. By decision of 7 February 2002, the Opposition Division of OHIM upheld the opposition on the ground
that there was a likelihood of confusion between the marks at issue.

7. On 18 February 2002, the intervener brought before OHIM an appeal against the Opposition Division's
decision, pursuant to Articles 57 to 62 of Regulation No 40/94.

8. By decision of 9 September 2003 (Case R 174/2002-2), of which the applicant was notified on 18
December 2003 (hereinafter the contested decision'), the Second Board of Appeal allowed the appeal. It held,
in essence, that the goods at issue were identical even if those covered by the trade mark application were
special items of clothing marketed through distribution channels specific to a clearly defined group of
consumers. The consumers concerned attach particular importance to the functionality and safety provided by
these special items of clothing and, as a result, display a higher level of attention. As regards the similarity of
the conflicting signs, the Board of Appeal took account of the graphical representation of the mark applied for
and its verbal element biker' in arriving at the conclusion that the two signs could be distinguished at the
visual, aural and conceptual levels. Therefore, notwithstanding the identical nature of the goods at issue, there
were no grounds for concluding that there was a likelihood of confusion according to the Board of Appeal.

Forms of order sought by the parties

9. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.
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10. OHIM and the intervener contend that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility of OHIM's claims

11. First of all, it must be noted that, in its response and at the hearing, OHIM claimed that the Board of
Appeal erred in ruling out the existence of a likelihood of confusion in the present case. However, OHIM
points out that following the judgment in Case T-110/01 Vedial v OHIM - France Distribution (HUBERT)
[2002] ECR II-5275, paragraphs 16 to 25, it is required to request that the Court dismiss the application.
Consequently, whilst contending that the application should be dismissed, OHIM does not dispute the validity
of the sole plea in law raised by the applicant.

12. In this respect it is appropriate to observe that, pursuant to Article 46(1)(b) in conjunction with Article
135(1) of the Rules of Procedure of the Court of First Instance, the response submitted by the defendant must,
inter alia, contain the arguments of fact and law relied on. However, in the present case OHIM has submitted
no plea in support of its request to dismiss the application.

13. In these circumstances, OHIM's request is inadmissible. However, since the intervener has claimed that the
application should be dismissed, the Court must examine the present dispute in accordance with Article 134(4)
of the Rules of Procedure.

The merits

Arguments of the parties

14. In support of its application, the applicant relies on a single plea in law, alleging breach of Article 8(1)(b)
of Regulation No 40/94.

15. First of all, it maintains that the Board of Appeal wrongly considered the degree of attention on the part
of the relevant public to be greater. Since clothing for motorcyclists may also be purchased by persons other
than motorcyclists, the relevant public consists of the average consumer who is reasonably well informed and
observant. As the goods at issue are staple consumer goods, the average consumer regards them with a normal
degree of attention. Indeed, even if the relevant public were to consist only of motorcyclists, that group of
consumers would be no more observant than average consumers when they purchase the clothing in question,
which can be used both for riding a motorcycle and for walking in winter.

16. Secondly, as regards the visual and aural comparison of the signs at issue, the applicant claims that the
mark applied for is dominated by the verbal element miles' which is common to both signs. Contrary to the
Board of Appeal's findings, the other elements of the mark applied for do not contribute, whether taken in
isolation or combined, to the overall impression created by the mark. The figurative elements of the mark
applied for remain unimportant when the signs at issue are compared because of their purely ornamental or
descriptive nature indicating that the clothing may be used for travel by road. The verbal element biker' is
also unimportant on account of its descriptive nature in relation to goods for motorcyclists.

17. To the extent that the word is associated with motorcyclists, the average consumer regards the clothing
sold under the mark Biker Miles as belonging to one of the ranges of clothing manufactured by the applicant
and intended especially for motorcyclists. By analogy, the addition of words like beach' or ski' is not regarded
as indicating the origin of the clothes, but only as designating separate categories of clothing, namely beach-
or skiwear, coming from the same undertaking.

18. As regards the conceptual comparison of the conflicting signs, the applicant criticises the
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Board of Appeal for finding that the mark applied for could be distinguished from the earlier mark because of
its allusion to motorcyclists. This allusion constitutes a reference to the consumer concerned and thus can in
no way contribute to the impression created by the mark applied for. In this connection the applicant relies on
the judgment in Case T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II-4359, paragraph
45 et seq., to show that the descriptive elements are unimportant in terms of the assessment of the impression
created by the mark.

19. Thus, according to the applicant, the conflicting signs, characterised by a common dominant element, are
similar at the visual, aural and conceptual levels. In the light of the identical nature of the goods in question
and the similarity of the conflicting signs, the Board of Appeal made an error of assessment in finding that
there was no likelihood of confusion between the conflicting marks.

20. The intervener maintains that the Board of Appeal rightly found that there was a greater degree of
attention on the part of the relevant public, having regard to the functionality of clothing for motorcyclists,
which is related to the protection it offers in the event of accidents. The intervener also supports the Board of
Appeal's finding as regards the similarity of the conflicting signs.

21. On the other hand, the intervener considers the finding by OHIM's two departments regarding the identical
nature of the goods at issue to be incorrect. It maintains that clothing for motorcyclists can be distinguished
from sports clothing in general and, even more so, from the other clothing sold by the applicant, on the basis
of its functionality, the materials of which it is composed, the way in which it is processed and its shape.
Thus the goods in question are only slightly similar.

22. The intervener concludes from this that, since the goods at issue are not identical and the conflicting signs
are not similar, there is no likelihood of confusion in the present case.

Findings of the Court

23. Article 8(1)(b) of Regulation No 40/94 states that, upon opposition by the proprietor of an earlier trade
mark, a trade mark is not to be registered if, because of its identity with or similarity to the earlier trade mark
and the identity or similarity of the goods or services covered by the trade marks there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is protected.

24. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

25. According to the same case-law, the likelihood of confusion must be assessed globally, in relation to the
perception of the consumer concerned and taking into account all factors relevant to the circumstances of the
case, in particular the interdependence of the similarity between the signs and the similarity between the goods
or services identified (see Case T-162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO
BEVERLY HILLS) [2003] ECR II-2821, paragraphs 30 to 33, and the case-law there cited).

26. In the present case, since the earlier mark is a Community trade mark, the relevant public, for the
purposes of an assessment of the likelihood of confusion, is the average consumer in the European Union.

27. As regards the level of attention of the consumer concerned, it is settled case-law that the average
consumer's level of attention is likely to vary according to the category of goods or services in question (Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraph 26).

28. In the present case, it must be stated that the intervener limited his application for registration
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to certain equipment and clothing (see paragraph 3 above) among the goods belonging to Class 25. However,
it is not apparent from the list that the goods claimed in Class 25 are of a particular nature, such as highly
technological or protective.

29. Consequently, the Board of Appeal erred in finding that the consumer concerned devotes a greater degree
of attention to the goods at issue.

30. It must also be observed that the intervener disputes the Board of Appeal's finding as regards the identical
nature of the goods concerned.

31. According to settled case-law, in assessing the similarity of the goods or services in question, all the
relevant factors which characterise the relationship between the goods or services should be taken into
account, including, inter alia, their nature, their intended use, their method of use and whether they are in
competition with each other or are complementary (see Case T-99/01 Mystery Drinks v OHIM - Karlsberg
Brauerei (MYSTERY) [2003] ECR II-43, paragraph 39 and the case-law cited).

32. Furthermore, where the goods covered by the earlier mark include the goods covered by the trade mark
application, those goods are considered to be identical (Fifties , paragraphs 32 and 33, and HUBERT ,
paragraphs 43 and 44).

33. In the present case, as the Board of Appeal correctly observed (point 17 of the contested decision), given
that the earlier mark was not subject to an obligation to use for the purposes of Article 43(2) of Regulation
No 40/94, the comparison of the goods concerned must be based exclusively on their designation such as it
appears from the registration.

34. Thus, the intervener's assertion that the goods at issue are not identical must be understood as meaning
that the clothing, including sportswear' belonging to Class 25 of the Nice Agreement and covered by the
earlier mark does not include the equipment and clothing for motorcyclists belonging to the same class and
cited in the application for registration.

35. Admittedly, while all clothing generally has common functions, some categories of clothing may be
designed to carry out a specific function, such as protection of the body in the course of carrying out a
hazardous activity. In so far as the special function of these clothes is reinforced by their other characteristics,
related to their nature, their intended use and their method of use, it is conceivable that they constitute a
category of goods separate from clothing in general.

36. In the present case, it cannot be inferred from the designation of the goods in the application for
registration that the clothing covered by the application possesses characteristics besides its function allowing
it to be distinguished from clothing in general.

37. Therefore the Board of Appeal's finding, according to which the goods at issue are identical, must be
upheld. The goods claimed in Class 25 are included in the category of goods covered by the earlier mark.

38. As regards the comparison of the conflicting signs, the overall assessment of the likelihood of confusion
must be based on the overall impression conveyed by the signs, bearing in mind, in particular, their distinctive
and dominant components. (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23).

39. Furthermore, a complex mark and another mark which is identical to one of the components of the
complex mark can be considered to be similar only if that component forms the dominant element within the
overall impression created by the complex mark. That is the case where that component is likely to dominate,
by itself, the image of that mark which the relevant public keeps in mind, with the result that all the other
components of the mark are negligible within the overall impression created by it (Case T-6/01 Matratzen
Concord v OHIM - Hukla Germany (MATRATZEN) [2002]
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ECR II-4335, paragraph 33).

40. Such an assessment does not amount to taking into consideration only one component of a complex trade
mark and comparing it with another mark. However, that does not mean that the overall impression conveyed
by a complex trade mark may not, in certain circumstances, be dominated by one or more of its components.
As regards the assessment of the dominant character of one or more given components of a complex trade
mark, account must be taken, in particular, of the intrinsic qualities of each of those components by
comparing them with those of other components (MATRATZEN , paragraphs 34 and 35).

41. In the present case the mark applied for is made up of two words written in bold, biker' and miles', as
well as figurative elements, in particular the image of a road with a circle round it.

42. First, in respect of the figurative elements of the mark applied for, it must be stated that, as correctly
observed by the Board of Appeal in point 20 of the contested decision, they do not, from a visual point of
view, occupy a position equivalent to that of the verbal elements. Moreover, the image of the road with the
circle round it, apart from not being very distinctive as regards goods intended for travel by road, does not
constitute an element of differentiation from the idea evoked by the word miles', which can be understood, at
least by the English-speaking part of the relevant public, to be a measure of distance.

43. Second, in respect of the verbal elements, the applicant rightly, and without being contradicted by the
intervener, submits that the word biker' is descriptive as regards goods for motorcyclists, while the word miles'
is not of a descriptive nature.

44. In this connection, it must be stated that the public will not generally consider a descriptive element
forming part of a complex mark as the distinctive and dominant element of the overall impression conveyed
by that mark (Case T129/01 José Alejandro v OHIM - Anheuser-Busch (BUDMEN ) [2003] ECR II2251,
paragraph 53, and Joined Cases T-117/03 to T-119/03 and T-171/03 New Look v OHIM - Naulover
(NLSPORT, NLJEANS, NLACTIVE and NLCollection) [2004] ECR II-0000, paragraph 34).

45. Thus, in the present case, the verbal element miles', which is identical to the earlier mark, must be
considered to be the dominant element of the mark applied for.

46. It follows that the Board of Appeal erred in finding, in point 21 of the contested decision, that the other
elements of the mark applied for, namely the graphical representation and the verbal element biker', were
significant as regards the overall impression created.

47. It is true that, in certain circumstances, the whole produced by the verbal elements of a complex mark has
to be assessed separately from each of its elements considered in isolation, in particular when that whole
creates a logical unit with a semantic value which is distinct from that of its components (see, to that effect,
HUBERT , paragraphs 57 to 59). That is also the case where a component of a complex mark, apart from
being non-descriptive of the goods in question, has a semantic importance which, combined with that of the
other component common to the conflicting signs, produces a whole that is conceptually different (see, to that
effect, GIORGIO BEVERLY HILLS , paragraph 49, and Case T-156/01 Laboratorios RTB v OHIM - Giorgio
Beverly Hills (GIORGIO AIRE) [2003] ECR II-2789, paragraph 80).

48. However, that is not true of the present case. Firstly, the ideas evoked by the word miles' and the
combination of words biker miles' strongly resemble each other inasmuch as the addition of the term biker'
neither alters the meaning of the term miles' nor, in combination with it, produces a semantic unit which is
distinct from that of its components. Secondly, in the context of goods intended for motorcyclists, the
reference to the latter has a descriptive content and is not such
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as to differentiate the concept designated by the sign. Consequently, the verbal element biker', even though it
adds a certain nuance, is not of importance on a conceptual level.

49. Finally, as regards the overall assessment of the likelihood of confusion, it must be observed that, in the
clothing sector, it is common for the same mark to be configured in various ways according to the type of
goods which it designates and for a single undertaking to use sub-brands in order to distinguish various lines
from one another. In such circumstances it is conceivable that the consumer concerned may consider the
goods designated by the conflicting signs as belonging, admittedly, to two distinct ranges of goods but as
coming, none the less, from the same undertaking (Fifties , paragraph 49; BUDMEN , paragraph 57, and
NLSPORT, NLJEANS, NLACTIVE and NLCollection , paragraph 51).

50. In this case, the Board of Appeal implicitly disregarded this argument, taking the view that the consumer
concerned, who already owns a Biker Miles motorcycle or who might come across this mark when
contemplating the purchase of a motorcycle, will not perhaps want to purchase gloves of the mark MILES,
but rather those of the mark Biker Miles to match his motorcycle and the rest of his equipment.

51. This reasoning cannot be accepted. Since the conflicting signs, which share the dominant element, relate to
identical goods, namely clothing, the consumer concerned is likely to perceive them as corresponding to two
separate ranges of clothing from the same undertaking.

52. In the light of the foregoing, the Board of Appeal must be regarded as having erred in taking the view
that the consumer concerned paid a greater degree of attention and that, from his point of view, the
conflicting signs were not similar inasmuch as their common verbal element miles' did not constitute the
dominant element.

53. Therefore, taking account, firstly, of the identical nature of the goods at issue and, secondly, of the
similarity between the conflicting signs, it must be concluded that the Board of Appeal misinterpreted Article
8(1)(b) of Regulation No 40/94 in finding that there was no likelihood of confusion between the conflicting
marks.

54. Consequently, the contested decision must be annulled.

Costs

55. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the defendant has been unsuccessful it
must be ordered to pay the costs incurred by the applicant, in accordance with the form of order sought by it.
Since the applicant has not applied for costs against the intervener, the latter must be ordered to bear its own
costs.
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Judgment of the Court of First Instance (Second Chamber, extended composition)
of 25 October 2005

Peek &amp; Cloppenburg KG v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM). Community trade mark - Word mark Cloppenburg - Absolute grounds for refusal to
register - Descriptive character - Geographical origin - Article 7(1)(c) of Regulation (EC) No 40/94. Case

T-379/03.

In Case T-379/03,

Peek &amp; Cloppenburg KG, established at Düsseldorf (Germany), represented originally by U.
Hildebrandt and subsequently by P. Lange, P. Wilbert and A. Auler, and subsequently by P. Lange, P.
Wilbert, A. Auler and J. Steinberg, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented originally
by D. Schennen and G. Schneider, and subsequently by A. von Mühlendahl, D. Schennen and G. Schneider,
acting as Agents,

defendant,

APPEAL against the decision of the Fourth Board of Appeal of the OHIM of 27 August 2003 (R
105/2002-4), concerning the application for registration of the word sign Cloppenburg as a Community trade
mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber, Extended
Composition),

composed of J. Pirrung, President, A.W.H. Meij, N.J. Forwood, I. Pelikanova and S. Papasavvas, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on 20 April 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber, Extended Composition)

hereby :

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 27 August 2003 (R 105/2002-4);

2. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the costs.

Background to the dispute

1. On 24 October 200 the applicant filed an application with the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM, the Office') for a Community trade mark pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The mark for which registration is sought is the word sign Cloppenburg.
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3. Registration was sought for retail trade services' that fall within Class 35 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended.

4. By decision of 20 December 2001 the Office's examiner rejected the application for registration pursuant
to Article 7(1)(c) of Regulation No 40/94.

5. On 25 January 2002 the applicant lodged an appeal against the examiner's decision in accordance with
Articles 57 to 59 of Regulation No 40/94.

6. By decision of 27 August 2003 (the contested decision') the Office's Fourth Board of Appeal rejected the
applicant's appeal. In essence, it took the view that the word Cloppenburg' designated a German town in
Lower Saxony and that the Landkreis Cloppenburg, a territorial district to which that town had given its
name, numbered more than 152 000 inhabitants in 2002. The Board of Appeal noted that in German the
ending burg' (castle) was seen as indicating a place, that towns and districts of the size of Cloppenburg were
regularly referred to in the meteorological reports and forecasts broadcast throughout German territory and that
similar information appeared on signs which could be read by persons driving on motorways or heard by them
in traffic information bulletins. The Board of Appeal added that the name Cloppenburg' designated the place
where the provider of services was based and, therefore, the place where the retail trade services had been
planned and from where they were supplied. It deduced therefrom that German end users would perceive the
word Cloppenburg' as an indication of geographical origin.

Procedure and forms of order sought

7. By application lodged at the Registry of the Court of First Instance on 17 November 2003 the applicant
brought the present action.

8. The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9. On 20 February 2004 the Office filed a pleading entitled Response'. In that document under the heading
Form of order sought' the Office stated:

[The Office] intends to support the applicant's claim for annulment of the contested decision. Nevertheless,
that approach would be tantamount ... to accepting the applicant's request and would relieve [the Court of
First Instance] of the need to give a ruling. In that situation, the defendant asks [the Court] to rule on the
action, having regard to the arguments of fact and law put forward by the parties.

At present, the defendant forgoes the formulation of any particular form of order.'

10. Upon hearing the report of the Judge-Rapporteur, the Court decided to open the oral procedure.

11. After hearing the parties, the Court referred the case to the Second Chamber (Extended Composition).

12. At the hearing the Office confirmed that it did not formally seek the annulment of the contested decision
but left the matter to the Court's discretion.

Law

Arguments of the parties

13. In support of its action the applicant puts forward, primarily, a plea in law alleging infringement of
Article 7(1)(c) of Regulation No 40/94.
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14. It argues, first, that the word Cloppenburg' is a common surname in Germany, more than 16 000
subscribers being listed under that name in the telephone directory. Now, according to the applicant,
surnames are in themselves distinctive. In this context it observes that Case C-191/01 P OHIM v Wrigley
[2003] ECR I12447 is irrelevant to the case. It maintains that, in accordance with that judgment, a word

sign may be refused registration under that provision if at least one of its possible meanings designates a
characteristic of the goods or services concerned. If, in trade, the chief meaning is something other than an
indication of a geographical location, registration is, according to the applicant, granted as of right.

15. Second, the applicant mentions that in German geographical indications usually have further words or
endings added to them, such as aus Cloppenburg' or Cloppenburger' (in English, Cloppenburg' used
adjectivally).

16. Third, the applicant considers that the Office has not established that at the time the public associated the
name Cloppenburg' with retail trade services or that such a connection was reasonably foreseeable in the
future.

17. At the hearing the applicant added that the reasons for the contested decision had not been properly
stated, in that the Board of Appeal did no more than deny the arguments put forward by the applicant,
without substituting for them any arguments of its own.

18. The Office considers the action well founded for the following reasons. First, the Board of Appeal did
not demonstrate that the target public knew of the town of Cloppenburg. Second, nothing indicated that
Cloppenburg - either the town or the Landkreis - was known as a place where any goods whatsoever were
produced. Third, the Board of Appeal did not establish any knowledge, outside the region, of Cloppenburg as
a place where services were provided. In consequence, the mark Cloppenburg was not perceived, in the mind
of the targeted consumer, namely, the average German consumer, as consisting exclusively of signs or
indications which may serve, in trade, to designate the geographical origin of the rendering of the service
designated or of the goods sold in retail trade services.

19. It adds that, according to Case T-107/02 GE Betz v OHIM - Autofina Chemicals (BIOMATE )
[2004] ECR II-0000, the Office is not bound to contend that the action should be dismissed, but may leave it
to the Court's discretion, putting forward any arguments it deems appropriate. However, in accordance with
Case C-106/03 P Vedial v OHIM [2004] ECR I-9573, upholding on appeal the judgment of the Court of
First Instance in Case T-110/01 Vedial v OHIM - France Distribution (HUBERT) [2002] ECR
II-5275, the Office does not in any circumstances have power to alter the terms of the dispute. The same
principles apply, in the Office's view, to proceedings concerning absolute grounds for refusal of registration.

20. In addition, the Office explains that, in accordance with Article 60 of Regulation No 40/94, a case
referred to a Board of Appeal lies outside the competence of the examiner who is bound by the instructions
of the President of the Office. By virtue of Article 131(2) of that regulation, in the version applicable to this
case, the Boards of Appeal enjoy independence that prevents the Office from withdrawing the contested
decision or substituting for it a decision favourable to the applicant.

21. At the hearing the applicant adopted the Office's point of view on the admissibility of its claims, stating
that it would have preferred the Office to contend that the contested decision should be annulled.

On the admissibility of the Office's claims

22. So far as the Office's views on procedure are concerned, the Court has held, in proceedings
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relating to the decision of a Board of Appeal ruling on opposition proceedings, that while the Office does not
have the requisite capacity to bring an action against a decision of a Board of Appeal, conversely it cannot be
required to defend systematically every contested decision of a Board of Appeal or automatically to claim that
every action challenging such a decision should be dismissed (BIOMATE , paragraph 34). Nothing prevents
the Office from endorsing a head of claim of the applicant's or from simply leaving the decision to the
discretion of the Court, while putting forward all the arguments that it considers appropriate for giving
guidance to the Court (BIOMATE , paragraph 36). On the other hand, it may not seek an order annulling or
altering the decision of the Board of Appeal on a point not raised in the application or put forward pleas in
law not raised in the application (Vedial v OHIM , paragraph 34).

23. In addition, while the Office is admittedly designated in Article 133(2) of the Rules of Procedure as the
defendant before the Court of First Instance, that designation cannot alter the consequences flowing from the
broad logic of Regulation No 40/94 as regards Boards of Appeal. At the very most it enables the matter of
costs to be settled, should the contested decision be annulled or altered, irrespective of the position adopted by
the Office before the Court (BIOMATE, paragraph 35).

24. The fourth title of the Rules of Procedure defines the Office's role as defendant in uniform fashion
without distinguishing proceedings involving, before Boards of Appeal, parties other than the applicant before
the Court of First Instance (inter partes proceedings') from those in which the only parties are the applicant
and the Office (ex parte proceedings'). Furthermore, the wording of Article 63 of Regulation No 40/94 makes
no distinction according to whether the proceedings that led to the contested decision were inter partes or ex
parte. It follows that the case-law cited, relating to inter partes proceedings, is transposable to ex parte
proceedings.

25. In the instant case, although the Office has expressly refused to seek annulment of the contested decision
and although it has left the matter to the Court's discretion, the fact remains that the only arguments it has put
forward are in support of the applicant's plea in law alleging infringement of Article 7(1)(c) of Regulation No
40/94. Consequently, the Office has clearly expressed its intention to support the claims and pleas in law put
forward by the applicant.

26. In the circumstances, it is appropriate to reformulate the form of order sought by Office and deem the
latter to have pleaded in essence that the applicant's claim should be allowed.

27. It follows from paragraphs 22 to 24 above that the heads of claim by which the Office endorses the
applicant's claim for annulment must be declared admissible in so far as they, and the arguments set out in
their support, do not go beyond the bounds of the claims and pleas in law put forward by the applicant.

28. With regard to the question whether the correspondence of the claims and arguments of the parties can in
the circumstances of this case relieve the Court of First Instance of the need to give a decision on the
substance of the action, as the Office has suggested, it is to be noted that, despite the correspondence of the
arguments of the parties on the substance of the case, the action has not become devoid of purpose.
Notwithstanding the agreement between the parties, the contested decision has been neither amended nor
withdrawn, the Office not possessing the power to do so or to give instructions to that effect to the Boards of
Appeal, whose independence is enshrined in Article 131(2) of Regulation No 40/94 in the version applicable
until 9 March 2004, now, in the current version, Article 131(4). It follows that the applicant still has an
interest in obtaining annulment of that decision.

29. It follows from the foregoing that the correspondence of the parties' claims and arguments does not
relieve the Court of the need to examine the lawfulness of the contested decision in the
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light of the pleas in law put forward in the application initiating the proceedings.

On the substance

30. Under Article 7(1)(c) of Regulation No 40/94 registration is to be refused for trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin or the time of production of the goods or of rendering of the service, or
other characteristics of the goods or service'.

31. Moreover, Article 7(2) of that regulation provides that [p]aragraph 1 shall apply notwithstanding that the
grounds of non-registrability obtain in only part of the Community.'

32. Article 7(1)(c) of the Regulation pursues an aim which is in the public interest, namely that descriptive
signs or indications relating to the categories of goods or services in respect of which registration is applied
for may be freely used by all. The provision therefore prevents such signs or indications from being reserved
to one undertaking alone because they have been registered as trade marks (see, by analogy, Joined Cases
C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 25).

33. As regards, more particularly, signs or indications which may serve to designate the geographical origin
of the categories of goods in relation to which registration of the mark is applied for, especially geographical
names, it is in the public interest that they remain available, not least because they may be an indication of
the quality and other characteristics of the categories of goods concerned, and may also, in various ways,
influence consumer tastes by, for instance, associating the goods with a place that may give rise to a
favourable response (see, by analogy, Windsurfing Chiemsee , paragraph 26).

34. Furthermore, it may be observed, first, that the registration of geographical names as trade marks solely
where they designate specified geographical locations which are already famous, or are known for the category
of goods concerned, and which are therefore associated with those goods in the mind of the relevant class of
persons, is excluded as, secondly, is the registration of geographical names which are liable to be used by
undertakings and must remain available to such undertakings as indications of the geographical origin of the
category of goods concerned (see, by analogy, Windsurfing Chiemsee , paragraphs 29 and 30).

35. In that connection, it must be observed that the Community legislature, in derogation from Article 7(1)(c)
of the Regulation, has preserved the possibility of registering signs which may serve to designate geographical
origin as Community collective marks pursuant to Article 64(2) of the Regulation and, for certain goods,
where they meet the necessary conditions, as geographical indications or designations of origin which are
protected under the provisions of Council Regulation (EEC) No 2081/92 of 14 July 1992 on the protection of
geographical indications and designations of origin for agricultural products and foodstuffs (OJ 1992 L 208, p.
1).

36. However, Article 7(1)(c) of the Regulation does not in principle preclude the registration of geographical
names which are unknown to the relevant class of persons - or at least unknown as the designation of a
geographical location - or of names in respect of which, because of the type of place they designate, such
persons are unlikely to believe that the category of goods concerned originates there or was conceived of there
(see, by analogy, Windsurfing Chiemsee , paragraph 33).

37. In the light of all the foregoing, a sign's descriptiveness cannot be assessed other than by reference to the
goods or services concerned, on the one hand, and by reference to the understanding which the relevant
persons have of it, on the other (Case T-295/01 Nordmilch v OHIM (OLDENBURGER ) [2003] ECR
II-4365, paragraphs 27 to 34).
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38. In making that assessment the Office is bound to establish that the geographical name is known to the
relevant class of persons as the designation of a place. What is more, the name in question must suggest a
current association, in the mind of the relevant class of persons, with the category of goods or services in
question, or else it must be reasonable to assume that such a name may, in the view of those persons,
designate the geographical origin of that category of goods or services. In making that assessment, particular
consideration should be given to the relevant class of persons' degree of familiarity with the geographical
name in question, with the characteristics of the place designated by that name, and with the category of
goods or services concerned (see, by analogy, Windsurfing Chiemsee , paragraph 37 and paragraph 1 of the
operative part).

39. In this case, the Court's examination must be confined to the question whether, for the relevant public in
Germany, the sign for which registration is sought consists exclusively of an indication that may serve, in
trade, to designate the geographical origin of the services designated. In this regard, it is common ground that
Cloppenburg' is the name of a town in Lower Saxony numbering about 30 000 inhabitants.

40. Furthermore, the applicant has not denied that the relevant public, namely, the average consumer of retail
trade services', is composed of average German consumers.

41. With regard to the evaluation of the descriptiveness of the sign Cloppenburg, first, the grounds set out in
the contested decision which are intended to show that average consumers in Germany know that sign as a
geographical location are not persuasive.

42. In the first place, while a word ending in burg' often corresponds to a geographical location, that ending
cannot of itself suffice to demonstrate that consumers recognise in the word Cloppenburg' the name of a
particular town. In point of fact, that ending is used also for surnames and invented words.

43. In the second place, the Board of Appeal's argument that towns and regions of a size comparable to that
of Cloppenburg are regularly mentioned in weather reports and forecasts throughout German territory is
unconvincing. In fact, weather forecasts broadcast in the whole of Germany generally take as reference points
the great cities such as Hamburg, Hanover, Düsseldorf, Cologne, Berlin, Frankfurt-am-Main, Stuttgart or
Munich, and mountains or large rivers. It is rare for a town the size of Cloppenburg to be mentioned.

44. In the third place, while the town of Cloppenburg may appear on motorway and federal road signs and
while it may be mentioned in traffic news, the fact remains that such information is intended for a local
public. First, directions given on motorway signs for the whole of federal territory are limited to large towns
with well-known locations, such as those referred to in the previous paragraph. The town of Cloppenburg
will be mentioned only in the surrounding area, thus being addressed to persons wishing to go to that town or
region. Second, the same consideration applies to traffic news which is followed with attention only by those
for whom the traffic situation in that region is of present interest.

45. Finally, the Board of Appeal has not referred to any attraction or any economic activity for which the
town of Cloppenburg would be familiar to consumers throughout Germany.

46. The Court can leave open the question whether the relevant class of person knows of the town of
Cloppenburg as a geographical location. In any event, given the small size of that town, it must be
considered that, even if German consumers do know of it, that knowledge must be regarded as slight or, at
the most, as moderate

47. Second, the Board of Appeal has not demonstrated to the required legal standard that there existed, in the
eyes of the public concerned, any link between the town or region of Cloppenburg
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and the category of services concerned, or that the word Cloppenburg' might reasonably be supposed, in the
eyes of that public, to designate the geographical origin of the category of services at issue.

48. The contested decision merely states that, for Article 7(1)(c) of Regulation No 40/94 to apply, it is
enough if consumers might believe that the word Cloppenburg' designates the place where the retail trade
services were planned and from where they were supplied, but it does not however indicate to what degree
that condition is fulfilled in the circumstances of the case. In essence, the Board of Appeal has done no more
than take the view that, for the German public, the word Cloppenburg' corresponds to the name of a town in
Lower Saxony.

49. Now, even if the relevant public does know of the town of Cloppenburg, it does not automatically follow
that the sign may serve, in trade, to designate geographical origin. In order to examine whether the
conditions for application of the ground for refusal to register at issue have been satisfied, account must be
taken of all the relevant circumstances, such as the nature of the goods or services designated, the greater or
lesser reputation, especially within the economic sector involved, of the geographical location in question and
the relevant public's greater or lesser familiarity with it, the customs obtaining in the area of activity
concerned and the question to what extent the geographical origin of the goods or services at issue may be
relevant, in the view of the persons concerned, to the assessment of the quality or other characteristics of the
goods or services concerned.

50. In the circumstances, the relevant public is only slightly, or at the very most, moderately, familiar with
the town of Cloppenburg. First, it is a small town. Second, the Board of Appeal has not mentioned any class
of goods or services for which that town enjoys a reputation as the place where the goods are produced or the
services rendered. Moreover, the Board of Appeal has not established that it is current practice in trade to
indicate the geographical origin of retail trade services. In addition, the geographical origin of such services
is not usually regarded as relevant when assessing their quality or characteristics.

51. In those circumstances, the town of Cloppenburg does not present, in the view of the public concerned,
any link with the category of services concerned, and it is not reasonable either to imagine that the indication
at issue might in the future designate the geographical origin of those services.

52. It follows that the Board of Appeal erred in law in applying Article 7(1)(c) of Regulation No 40/94.
Consequently, the plea alleging infringement of that provision must be upheld, and it is not necessary for the
Court of First Instance to rule on the other arguments put forward by the applicant or on any failure to state
reasons.

Costs

53. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. The Office having been unsuccessful, in that
the contested decision is annulled, it must be ordered to pay the costs, in accordance with the form of order
sought by the applicant, notwithstanding the reformulation, in paragraph 26 above, of the form of order sought
by the Office.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2005. Solo Italia Srl v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Word mark PARMITALIA - Time-limit for bringing an appeal against the decision of the Opposition

Division - Article 59 of Regulation (EC) No 40/94 - Rule 48 of Regulation (EC) No 2868/95 -
Inadmissibility of the appeal. Case T-373/03.

In Case T373/03,

Solo Italia Srl, established in Ossona (Italy), represented by A. Bensoussan, M.E. Haas and L.
Tellier-Loniewski, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by I. de
Medrano Caballero and A. Folliard-Monguiral, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM and intervener before the Court of
First Instance being

Nuova Sala Srl, established in Brescia (Italy), represented by E. Gavuzzi, S. Hassan and C. Pastore, lawyers,

APPLICATION brought against the decision of the Second Board of Appeal of OHIM of 10 September 2003
(Case R 208/2003-2), confirming the refusal to register the word mark PARMITALIA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, I. Labucka and V. Trstenjak, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 12 November 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 18 March 2004,

having regard to the statement in intervention of the intervener lodged at the Registry of the Court of First
Instance on 8 March 2004,

further to the hearing on 16 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background
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1. On 14 January 2000, Solo Italia Srl (the applicant') filed an application for a Community trade mark at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office') under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. The trade mark for which registration was sought is the word sign PARMITALIA.

3. The products in respect of which registration was sought are in Class 29 of the Nice Agreement concerning
the International Classification of Goods and Services for the Purpose of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the description: Cheese'.

4. On 26 December 2000, the trade mark application was published in the Community Trade Marks Bulletin.

5. On 16 March 2001, Nuova Sala Srl (the intervener') filed a notice of opposition to the registration of the
trade mark applied for, pursuant to Article 8(1)(a) and (b) of Regulation No 40/94, in respect of all the goods
referred to in the application for registration. The opposition was based on an earlier Community figurative
mark PARMITAL, registered on 1 December 1998, for products in the same class and corresponding to the
same description as those referred to in paragraph 3 above.

6. By decision of 26 November 2002, notified to the parties on the same day by fax, the Opposition Division
upheld the opposition. It essentially held that the marks in question were visually, phonetically and
conceptually similar.

7. On 4 December 2002, the sum of EUR 800 was transferred to the Office's bank account by a French
company named OK SA, a company which the Office did not know to be connected with the applicant, under
the reference PARMITALIA. Instructions for the transfer had been given on 29 November 2002. In addition,
the applicant sent a cheque for EUR 1 375 to its representative for lodging a statement of opposition at the
Office. It transpires, however, that the representative did not lodge the statement.

8. On 17 January 2003, the Office's Accounting Department, believing that it was writing to the applicant,
sent a letter to a French company named Solo Italia France seeking information as to the purpose of the
payment received on 4 December 2002 and stating that a time-limit of one month, expiring on 17 February
2003, had been set for identifying the purpose of the payment, failing which it would be deemed to be of no
effect and would then be refunded.

9. On 17 February 2003, the Office received a letter from the applicant, stating that the fee paid related to the
appeal brought against the decision of 26 November 2002. That letter was accompanied by a statement of
grounds of appeal in French. A translation of that document into the language of the case (English) was
lodged on 20 February 2003.

10. On 3 March 2003, the applicant's representative sent to the Office a copy of the payment order of 29
November 2002. On 14 March 2003, the Office was notified of the appointment of a new representative, who
lodged fresh submissions on 21 March 2003.

11. On 24 March 2003, the Office notified the applicant of the receipt of its appeal and referred the case to
the Board of Appeal. On 14 May 2003, the Office sent the applicant the opponent's submissions of 9 May
2003. The applicant responded to those submissions on 10 June 2003 and the Office acknowledged receipt of
its response on 17 June 2003. It sent a further response to the Office on 21 August 2003, receipt of which
was confirmed to it on 10 September 2003.

12. By decision of 10 September 2003, served on the applicant on 17 September 2003, the Second Board of
Appeal ruled on the appeal and rejected it as inadmissible by reason of the failure to comply with the
timelimit laid down under Article 59 of Regulation No 40/94. The Board of Appeal
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held that the prescribed period had expired on 26 January 2003 and that the communications after that date
could not cure the defect in the appeal.

Forms of order sought

13. The parties presented oral argument and answered the questions put to them by the Court at the hearing
on 16 November 2004.

14. The applicant claims that the Court should:

- declare this action to be admissible and annul the decision of 10 September 2003;

- order the Office to pay the costs.

15. The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

16. The intervener contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

17. As the intervener was unable to be present at the hearing, it submitted its observations by fax. With the
consent of the applicant and the Office, those observations were added to the Court file.

Law

18. The applicant relies on three pleas in law, based, first, on infringement of Article 6 of the European
Convention for the Protection of Human Rights and Fundamental Freedoms (the ECHR'), second, on
infringement of Rules 55, 61 and 65 of Commission Regulation (EC) No 2868/95 of 13 December 1995
implementing Council Regulation (EC) No 40/94 (OJ 1995 L 303, p. 1) and, third, on infringement of Article
59 of Regulation No 40/94.

Admissibility of the first two pleas in law

The first plea: infringement of Article 6 of the ECHR

- Arguments of the parties

19. According to the applicant, Article 6 of the ECHR requires that defendants are to be properly notified of
proceedings brought against them. The service of the decision of 26 November 2002 by fax infringed that
provision, as it failed to have regard to the requirement that notification be made in a secure manner. As it
was invalid, the notification could not have set time running; it follows, according to the applicant, that the
appeal should have been declared admissible. At the hearing, the applicant reiterated that the first plea related
to the lack of legal certainty and that a fax which not only had not been signed, but also, as the applicant
added, for which the Office provided no form of acknowledgement of receipt, could not guarantee that legal
certainty.

20. The Office takes the view that the first plea is inadmissible, on the ground that it does not state adequate
reasons and accordingly fails to comply with Article 44(1)(c) of the Rules of Procedure.

21. The Office added at the hearing that the plea based on infringement of Article 6 of the ECHR is, on any
basis, inadmissible, as it was not put forward before the Board of Appeal.

- Findings of the Court

22. Before the Board of Appeal, the applicant relied only on its ignorance of the Rules of Procedure
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of the Office, the absence of a likelihood of confusion between Parmital and Parmitalia, and the argument set
out below under the third plea in law, namely that the payment of the fee for appeal was sufficient to render
the appeal formally valid.

23. It is therefore not in dispute that the plea based on a potential infringement of Article 6 of the ECHR was
at no stage raised by the applicant before the Office and that, accordingly, the latter did not examine it.

24. It should also be pointed out, first, that, under Article 74 of Regulation No 40/94, in proceedings relating
to relative grounds for refusal of registration, the Office shall be restricted in this examination to the facts,
evidence and arguments provided by the parties' (Case T-311/01 Editions Albert René v OHIM - Trucco
(Starix ) [2003] ECR II-4625, paragraph 69).

25. Second, it must be borne in mind that the purpose of actions before the Court is to obtain a review of the
legality of decisions of the Boards of Appeal of the Office within the meaning of Article 63 of Regulation No
40/94 (Case T-237/01 Alcon v OHIM - Dr Robert Winzer Pharma (BSS ) [2003] ECR II-411, paragraph 61;
Case T-128/01 DaimlerChrysler v OHIM (Grille ) [2003] ECR II-701, paragraph 18; Case T-129/01 José
Alejandro v OHIM - AnheuserBusch (BUDMEN ) [2003] ECR II-2251, paragraph 67; and Starix , paragraph
70). While the Court, under Article 63(3) of Regulation No 40/94, has jurisdiction to annul or to alter the
contested decision', that paragraph must be construed in the light of Article 63(2), which provides that an
action may be brought on grounds of lack of competence, infringement of an essential procedural requirement,
infringement of the Treaty, of this Regulation or of any rule of law relating to their application or misuse of
power', and in the context of Articles 229 EC and 230 EC. The Court's review of the legality of a decision by
a Board of Appeal must therefore be carried out with regard to the issues of law raised before the Board of
Appeal (Starix , paragraph 70).

26. Furthermore, Article 135(4) of the Rules of Procedure expressly states that [t]he parties' pleadings may not
change the subject-matter of the proceedings before the Board of Appeal' (Starix , paragraph 71).

27. The applicant cannot therefore call on the Court to rule on the present plea based on a potential
infringement of Article 6 of the ECHR, when that plea was not put forward during the administrative phase of
the proceedings before the Office.

28. Although the Office did not rely in its written pleadings on the fact that that plea was a new one, but
referred to the point only during the hearing, that point is irrelevant to the outcome of the dispute, since the
question whether the appeal before the Board of Appeal and the action brought before the Court are based on
the same subject-matter is one of public policy, which falls to be examined ex officio .

29. The first plea must therefore be rejected as being inadmissible.

The second plea: infringement of Rules 55, 61 and 65 of Regulation No 2868/95

- Arguments of the parties

30. The applicant argues in the alternative that, even if the notification of the decision of the Opposition
Division of 26 November 2002 does fall to be treated as having complied with the principles set out in
Article 6 of the ECHR, that notification is nevertheless invalid, since it fails to satisfy the conditions laid
down under Rules 55, 61 and 65 of Regulation No 2868/95.

31. The applicant states that scrutiny of that notification shows that both the covering letter and the decision
are unsigned and that the latter does not bear the seal referred to in Rule 55 of Regulation No 2868/85, as the
logo which appears on the first page cannot of itself be the equivalent of the seal which the relevant
provisions require.
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32. The Office contends that the applican t must also be objecting that the decision of the Board of Appeal,
although signed, does not bear a seal either.

33. It maintains that the second plea is inadmissible.

34. It contends that the plea, which in its view concerns the decision of the Opposition Division and which
was raised for the first time before the Court, should be declared to be inadmissible, as Article 135(4) of the
Rules of Procedure states that the parties' pleadings may not change the subjectmatter of the proceedings
before the Board of Appeal.

35. As regards the notification of the decision of the Board of Appeal, a finding of an infringement of the
Rules of Procedure would not suffice to annul the contested decision, since irregularities in the procedure for
notifying a decision are extraneous to the decision and therefore cannot invalidate it (Case 48/49 ICI v
Commission [1972] ECR 619, paragraph 39; and Joined Cases T-78/96 and T-170/96 W v Commission [1998]
ECR-SC I-A-239 and II-745, paragraph 183). In any event, there has been no infringement of a substantial
procedural requirement, since the decision was in fact notified to the applicant, which was not prevented from
defending its rights (Case T-323/00 SAT.1 v OHIM (SAT.2 ) [2002] ECR II2839).

36. Lastly, an applicant has no legitimate interest in the annulment of a decision on the ground of a
procedural defect, where annulment of the decision can only lead to the adoption of another decision identical
in substance to the decision annulled (see, to that effect, Case 117/81 Geist v Commission [1983] ECR 2191,
paragraph 7; Case T-43/90 Díaz García v Parliament [1992] ECR II-2619, paragraph 54; Case T-261/97
Orthmann v Commission [2000] ECR-SC I-A-181 and II-829, paragraphs 33 and 35; and Case T-16/02 Audi
v OHIM (TDI ) [2003] ECR II0000).

- Findings of the Court

37. It should be pointed out, first, that a reading of the applicant's second plea in law does not show that the
applicant seeks to object to the fact that the decision of the Board of Appeal does not bear a seal. Its
application shows that it is in fact the notification of the decision of the Opposition Division of 26 November
2002 that is at issue. On the contrary, the applicant refers to the decision of the Board of Appeal as a model
of the correct approach, stating that a comparison with the decision of the Board of Appeal of 10 September
2003 is instructive, because, in that case, the documents notified include on the first page, purely by way of
identification, the same logo, but, as far as that decision is concerned, both the covering letter and the
decision are signed'.

38. As regards the notification of the decision of 26 November 2002, it is not in dispute that the plea based
on a potential infringement of Rules 55, 61 and 65 of Regulation No 2868/95 was at no stage raised by the
applicant before the Office and that, accordingly, the latter did not examine it.

39. For the reasons set out at paragraphs 24 to 26 above, and as the Office rightly pointed out, the applicant
cannot call on the Court to rule on the present plea based on a potential infringement of those rules, when
that plea was not put forward during the administrative phase of the proceedings before the Office.

40. Moreover, the applicant did not respond to the Office on that point at the hearing.

41. The second plea must therefore be rejected as inadmissible.

Substance of the third plea in law: infringement of Article 59 of Regulation No 40/94

Arguments of the parties

42. The applicant argues in the further alternative that its payment order of 29 November 2002
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clearly informed the Office that it had decided to bring an appeal. It states that it was only on 17 January
2003 that the Office asked the applicant for details as to the purpose of that payment. It then responded to the
Office, on 17 February 2003, when it referred to the mistake of its representative, who had failed to proceed
as it had instructed him to do.

43. The applicant maintains, as it had already stated to the Office by letter on 21 August 2003, that there is
no provision laying down any particular formal requirement for the bringing of an appeal before the Office
and that the bank transfer of the sum of EUR 800 made on 4 December 2002 and referring to the
PARMITALIA trade mark was clearly identified by the Office as having been submitted by the applicant, as
it was the subject of the letter of 17 January 2003.

44. The applicant accordingly takes the view that the payment of the fee renders the appeal formally valid. It
adds that the Office acknowledges having collected that amount and identified the sender of the payment.

45. The appeal was accordingly brought in time and should be declared to be admissible, since a statement of
grounds was moreover submitted within four months, on 17 and 20 February 2003 and on 21 March 2003,
and the defect in the procedure was cured within the prescribed periods.

46. The applicant states lastly that, if the Office has elected to notify its decisions by informal means
involving the use of faxes and introduced that flexible method of notification into the appeal procedure, it
cannot at the same time restrict the conditions under which those appeals operate and the procedure for
restitutio in integrum laid down under Article 78 of Regulation No 40/94. The strict interpretation adopted by
the Office of the conditions set out in Article 59 of that regulation and of the procedures for the
implementation of Article 78 has the result that a party which is the victim of the mistake of its representative
is deprived of all remedy, and this did not allow the applicant to defend itself fairly.

47. At the hearing, the applicant stated that in its request for details sent to Solo Italia France - which the
applicant described as being a good party to speak to' - the Office should have referred to the time-limit of
two months and started time running again from the date of that request. Moreover, the fact that the Office
did not refund the sum of EUR 800 proves that it considered the appeal to have been properly brought.

48. At the hearing, the applicant also stated that it did not, in fact, seek to have Article 78 of Regulation No
40/94 applied, but that it wished to point out that the procedure of restitutio in integrum could not apply to
cases where a mistake had been made by a representative.

49. The Office takes the view that, in the light of Rules 48(1)(c) and 49 of Regulation No 2868/95 and of
Article 59 of Regulation No 40/94, in order for an appeal to be admissible, it must satisfy the following three
cumulative conditions: first, it must be lodged within two months of the date of notification of the decision
appealed from, identify the decision which is contested and the extent to which amendment or cancellation of
the decision is requested; second, the fee for appeal must be paid within that two-month period; third, a
statement setting out the grounds of appeal must be filed within four months of the date of notification of the
decision which is contested.

50. Although the point was not the subject of arguments raised by the applicant, the Office also states that the
period allowed for rectifying any failure to pay the fee for appeal cannot have the result of extending the
period allowed for lodging of the statement.

51. It notes lastly that no application for restitutio in integrum was made by the applicant.

52. At the hearing, the Office stated that it had been impossible for it to identify the connection between OK
SA and Solo Italia, that the sum of EUR 800 could represent payment in respect of various different fees or
applications, that, as the time-limit of two months was mandatory, it
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was not open to its Accounting Department to extend it, and that that department was unable to inform the
applicant that a two-month period was running, since it could not know that a time-limit for bringing an
appeal was involved. Generally speaking, it is not for its Accounting Department, which, moreover, has its
own computer system, to undertake investigations of that kind; furthermore, even if it had realised that the
sum in question represented payment of a fee for appeal, it was not required to warn the applicant of the
existence of the timelimit for lodging a notice of appeal.

53. Lastly, as regards restitutio in integrum , the Office stated at the hearing that the application of that
principle is not in any way excluded where the mistake has been committed by a representative; indeed, two
judgments of the Community judicature allow for that possibility.

54. The intervener adds to the Office's arguments that, on the payment order of 29 November 2002, the name
of the company OK SA' appeared, which would not have allowed any connection to be made with the
company Solo Italia Srl; it points out that the Office moreover sent its request for clarification of 17 January
2003 to an entirely different company, namely Solo Italia France', having its registered office in France and
not in Italy.

55. The intervener states lastly that, apart from the fact that restitutio in integrum is possible under Article
78(2) of Regulation No 40/94 only where a written application is made and payment is made at the same time
of the corresponding fee, such an application could not now be made, as the one-year period for doing so has
expired.

Findings of the Court

56. Article 59 of Regulation No 40/94 provides that notice of appeal must be filed in writing at the Office
within two months of the date of notification of the decision appealed from.

57. It must be held in the present case that no written document of that nature was sent to the Office during
the prescribed period.

58. While that article provides that the appeal is deemed to be filed only when the fee for appeal has been
paid, the mere payment of the corresponding amount cannot be considered to be equivalent to the notice
required by the article.

59. Moreover, neither the legislation nor the case-law imposes a duty on the Office and, more particularly, on
its Accounting Department to alert potential appellants to a Board of Appeal to the consequences of failure to
comply with the formalities laid down by Regulation No 40/94.

60. With regard to restitutio in integrum , Article 78 of Regulation No 40/94 does not exclude the application
of that principle to cases involving a mistake made by a representative. However, it is necessary for the
requirements under it to be satisfied, in particular that all due care required by the circumstances has been
taken (see, as regards the error of an assistant employed by an applicant's representative, Case T-146/00 Ruf
and Stier v OHIM (Dakota' Image ) [2001] ECR II-1797, paragraphs 55 to 61).

61. As the conditions laid down in Article 59 of Regulation No 40/94 were not complied with in the present
case, the third plea must also be rejected and, accordingly, the action dismissed in its entirety.

Costs

62. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful parties' pleadings. Since the
applicant has been unsuccessful and OHIM and the intervener have applied for costs, it must be ordered to
pay their costs.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2004. Frischpack GmbH &amp; Co. KG
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Three-dimensional mark - Shape of a cheese box - Absolute ground for refusal - Article
7(1)(b) of Regulation (EC) No 40/94 - Distinctive character. Case T-360/03.

In Case T-360/03,

Frischpack GmbH &amp; Co. KG, established in Mailling bei Schönau (Germany), represented by P.
Bornemann, avocat,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by U.
Pfleghar and G. Schneider, acting as Agents,

defendant,

APPEAL against Decision R 236/2003-2 of the Second Board of Appeal of OHIM of 8 September 2003
concerning the registration of a three-dimensional mark (cheese box),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of: P. Lindh, President, R. García-Valdecasas and D. vaby, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on

30 October 2003,

having regard to the response lodged at the Registry of the Court of First Instance on

21 January 2004,

further to the hearing on

8 July 2004,

gives the following

Judgment

Costs

45. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings.

46. Since the applicant has been unsuccessful, it must be ordered to pay OHIM's costs, in accordance with the
form of order sought.

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 26 March 2002, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark for which registration was sought is the three-dimensional sign reproduced below:

>image>0

3. The mark applied for was described by the applicant as follows:

The sign for which registration is sought is the three-dimensional shape of packaging for foodstuffs in sliced
form, in particular the shape of a cheese box for slices of cheese. The reproductions of the sign are shots
taken from different oblique angles, from above, below and from the side. The packaging is characterised by
the shape of the hull of a flat-bottomed boat, with extensions at the end rising at an oblique angle from the
sides of the bottom, and trapezoid lateral sides, and with the top surface of the hull closed and consisting of a
transparent plastic film. The lateral parts are fluted or wavy, with the fluting, that is to say the ridges and the
hollows of the shape, running from top to bottom. The lateral sides also have an oblique line at an angle to
the vertical running from bottom to top'.

4. The goods in respect of which registration was sought are in Class 29 of the Nice Agreement concerning
the International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended, and correspond to the following description: Foodstuffs in sliced form, in
particular slices of cheese'.

5. By decision of 11 February 2003, the examiner rejected the application on the ground that the mark applied
for met with the absolute ground for refusal provided for in Article 7(1)(b) of Regulation No 40/94.

6. On 21 March 2003, the applicant brought an appeal before OHIM under Articles 57 to 62 of Regulation
No 40/94 against the examiner's decision.

7. By decision of 8 September 2003 (the contested decision'), the Board of Appeal dismissed the appeal on
the ground that the mark applied for was not distinctive for the purposes of Article 7(1)(b) of Regulation No
40/94.

8. Essentially, the Board of Appeal considered that the average consumer would see in the shape claimed for
the goods stated in the application only an ordinary flat packaging. The box for which registration is sought
did not contain any element exceptionally special, specific or unusual on the foodstuffs market' which make it
possible to clearly distinguish it from other shapes existing on that market. It was only a slight and
unremarkable variation on the typical shape'. The Board of Appeal adds that, although the mark applied for is
the subject of a complex description, only a considerable analytical effort makes it possible to recognise all
the characteristics listed in that description. The average consumer would not, however, carry out such a
complex and intensive analysis of the subject.

Forms of order sought

9. The applicant claims that the Court of First Instance should:

- alter the contested decision and annul it in part in so far as it refers to cheese slices in large packs, not
intended for the final consumer';

- order OHIM to pay the costs.

10. OHIM contends that the Court of First Instance should:
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- dismiss the application as inadmissible;

- in the alternative, dismiss the application as unfounded;

- order the applicant to pay the costs.

11. At the hearing, called upon by the Court of First Instance to explain the meaning of its application for the
partial annulment of the contested decision, the applicant stated that its heads of claim must be understood as
seeking, first, alteration of the contested decision and, secondly, its entire annulment. OHIM pleaded the
inadmissibility of what it considered an amendment by the applicant to its heads of claim. The Court of First
Instance took formal note of this in the minutes of the hearing.

Law

Arguments of the parties

The admissibility of the application for alteration of the contested decision

12. OHIM considers that the applicant's application to annul the contested decision in so far as it refers to
cheese slices in large packs, not intended for the final consumer' is inadmissible. Although, in accordance with
Article 63(3) of Regulation No 40/94, the Court of First Instance has jurisdiction to annul or to alter the
contested decision, the subject-matter of the proceedings is determined by that decision and by the application
for registration. The application for registration referred to foodstuffs in sliced form, in particular slices of
cheese'.

13. That restriction of the type of goods for which the application for registration was made constitutes a
change of the subject-matter of the proceedings. OHIM cites in that regard Case T-194/01 Unilever v OHIM
(Ovoid tablet) ECR II-383, paragraph 16, from which it is apparent, in OHIM's opinion, that the Court of
First Instance is to review the legality of the Board of Appeal's decision in the light of the factual and legal
context of the dispute as it was brought before the Board and that an applicant cannot, by amending its
claims, change that context.

14. However, if the applicant had wished to obtain a decision on the goods claimed, it should have expressly
stated before OHIM that it was restricting its list to those goods, at the latest in the proceedings before the
Board of Appeal, pursuant to Article 44(1) of Regulation No 40/94.

Substance

15. The applicant bases its action on a single plea to the effect that by failing to have regard to the distinctive
character of the mark applied for the Board of Appeal infringed Article 7(1)(b) of Regulation No 40/94.

16. By virtue of its shape and the fan-shaped arrangement of the slices it contains, which is unusual and
distinguishes it significantly from other wholesale packaging for slices of cheese, the packaging in question is
distinctive. In that regard, the applicant states that the fact that it is more difficult to adduce proof of the
distinctive character of packaging than that of a word or figurative mark cannot prejudice the application.
There is no justification for refusing an application in case of doubt as to the distinctive character of a
packaging.

17. In this case, the packaging in question is intended solely for a specialised public, accustomed to regarding
packaging as indicating the commercial origin of the goods it contains. That packaging is neither nondescript
nor ordinary and is clearly distinguishable from other wholesale packaging intended for specialised
undertakings.

18. The packaging in question is distinguishable at first glance, by its shape, which creates in relevant circles
an association of ideas with the shape of the hull of a boat, of which it has the
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structural characteristics (flat bottom, level surface, two decks). That impression is indeed accentuated by the
grooved or wavy structure of the lateral sides which evoke the ribs of a boat. The overall impression of the
shape of the packaging is comparable to the shape of the hull of a boat.

19. The particular character of the shape in question is not the result of the detailed description of it, which
according to the Board of Appeal that shape reveals itself only to the eyes of a lover of detail endowed with
considerable powers of imagination'. An analytical and detailed examination of the shape in question is not
therefore necessary in order to perceive its distinctive character.

20. The applicant notes that the distinctive character of a mark depends on the goods for which registration is
sought and therefore on the relevant public. The Board of Appeal wrongly took the view that the packaging in
question was directly intended for the mass public of consumers. The applicant states that it runs a packaging
undertaking for cheese products and that, in respect of packaging sold to the final consumer, it uses standard
packaging such as that usually used for cold meats or slices of cheese. However, the packaging in question
contains at least 500g of produce and is intended only for the trade and not for final consumers. It is
therefore not sold in retail shops but distributed to the trade either directly by the manufacturer or the
wholesaler or by shops reserved for the trade.

21. The average consumer is not therefore the relevant public. The relevant public are specialists in
gastronomy who, on account of their skills, are better informed, more attentive and more circumspect. They
are accustomed to detecting small differences which distinguish one packaging from another. A weak
distinctive character therefore suffices for the mark applied for to be registered.

22. The packaging in question is exclusively used for wholesale packaging of slices of cheese which is not
intended for the final consumer and which is not offered to the latter for sale. The product sector for which
protection is sought is defined accordingly. In that regard, the applicant claims that it was not, however,
possible for it to restrict the product sector concerned earlier because its relevance only became clear to it on
reading the grounds of the Board of Appeal's decision.

23. OHIM replies essentially that, even if the Court of First Instance does not hold that the applicant has
changed the subject-matter of the proceedings by restricting the product sector to the wholesale sector, such a
restriction is not apparent from the list of goods which accompanied the application for registration. Therefore
the Board of Appeal correctly took the view that the average final consumer should be taken into account for
the purposes of an examination of the distinctive character of the mark applied for.

24. In any event, the further information supplied by the applicant as to the product sector concerned has no
bearing on the examination of the distinctive character of the mark applied for. The applicant has not proven
that those in the trade perceive the distinctive character of that mark differently from final consumers.

Findings of the Court

Admissibility

25. It must first of all be noted that under Article 63(2) and (3) of Regulation No 40/94 decisions of the
Boards of Appeal may be annulled or altered only where they contain a substantive or procedural irregularity
(Case T-247/01 eCopy v OHIM (ECOPY) [2002] ECR II-5301, paragraph 46).

26. In addition, Article 135(4) of the Rules of Procedure of the Court of First Instance provides that the
parties' pleadings may not change the subject-matter of the proceedings before the Board of Appeal.

27. Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character'
are not to be registered.
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28. In that respect, the Court has consistently held that a trade mark's distinctiveness must be assessed by
reference to, first, the goods or services in respect of which registration was sought and, second, the
perception of the relevant persons, namely the consumers of the goods or services (see, as to the interpretation
of Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1), Joined Cases C-53/01 to C-55/01 Linde and
Others [2003] ECR I-3161, paragraph 41, and as to the application of Article 7(1)(b) of Regulation No 40/94,
Case T-88/00 Mag Instrument v OHIM (Torch shape) [2002] ECR II-467, paragraph 30).

29. Article 7(1)(b) of Regulation No 40/94 requires the examiner and, in appropriate cases, the Board of
Appeal, to examine - by an a priori examination and without reference to any actual use of the sign for the
purposes of Article 7(3) of Regulation No 40/94 - whether there appears to be no possibility that the sign
may be capable of distinguishing, in the eyes of the relevant public, the products or services in question from
those of a different origin, when that public will be called upon to make its choice in commerce (Case
T-87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259, paragraph 40).

30. In this case, the applicant objects to OHIM's definition of the relevant public. For the purposes of an
examination of the distinctive character of the mark applied for, the OHIM examiner and then the Board of
Appeal took the view that, since cheese is a staple product, the relevant public is the average consumer. The
applicant pleads, on the contrary, that in this action the relevant public is a specialised one, since the goods in
question are exclusively sold wholesale to the food trade.

31. OHIM submits that, in that context, the applicant is changing the subject-matter of the proceedings and
that its claim for alteration of the contested decision is thereby inadmissible as it is in breach of Article
135(4) of the Rules of Procedure.

32. The Court notes that the subject-matter of the proceedings before the Board of Appeal was the applicant's
application for registration of its sign as a trade mark for goods in Class 29 of the Nice Agreement.

33. Accordingly, by maintaining before the Court of First Instance that the mark applied for has distinctive
character for a specialised public, the applicant has not made a change to the subject-matter of the proceedings
brought before OHIM.

34. As was pointed out in paragraph 29 above, it is for OHIM to ascertain the relevant public in the course
of its examination of the distinctive character, within the meaning of Article 7(1)(b) of Regulation No 40/94,
of a sign for which registration as a mark is sought.

35. Consequently, by challenging the Board of Appeal's definition of the relevant public for the purposes of
the examination of the distinctive character of the mark applied for, the applicant is not asking the Court to
rule on questions which are different from those brought before the Board of Appeal.

36. Nor can that challenge to the Board of Appeal's definition of the relevant public be regarded as a claim
for the annulment of the contested decision restricted to some of the goods for which registration of the
packaging in question was sought, unlike the circumstances in the case which resulted in the Ovoid tablet
judgment, cited above (paragraphs 16 and 17).

37. Nor, furthermore, can that challenge be regarded as a restriction within the meaning of Article 44(1) of
Regulation No 40/94 of the list of goods referred to in the present application for a Community trade mark.
The applicant's application is still for the registration of the mark in question for the goods in Class 29 of the
Nice Agreement, as it indeed confirmed during the hearing.
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38. It follows that the plea of inadmissibility put forward by OHIM must be rejected.

Substance

39. As regards the validity of the applicant's criticism of the Board of Appeal's definition of the relevant
public for the purposes of the examination of the distinctive character of the sign for which registration is
sought, it is necessary to examine whether the Board has made an error in law by regarding the average
consumer as the relevant public.

40. In that regard, the product contained in the packaging for which registration as a mark was sought,
namely slices of cheese, is a staple product. It and other products in Class 29 of the Nice Agreement are
therefore intended a priori for all consumers.

41. In that context it must be stated that at no time during the administrative proceedings before OHIM did
the applicant plead the fact that the slices of cheese contained in the packaging for which registration is
sought were intended solely to be sold wholesale to the food trade. Indeed, in its decision of 11 February
2003, the OHIM examiner had already assessed the distinctive character of the packaging in question by
taking account of the presumed expectation of the average consumer and the applicant did not dispute that in
its action before the Board of Appeal.

42. Under Article 74(2) of Regulation No 40/94, since OHIM may disregard facts or evidence which are not
submitted in due time by the parties concerned, the Board of Appeal could reasonably take the view, in the
light of the information submitted by the applicant, that the relevant public was the average consumer.

43. The Board of Appeal was therefore right in assessing the distinctive character of the packaging in question
by taking account of the presumed expectation of the average consumer, averagely informed and reasonably
attentive and circumspect. Yet the applicant does not claim that the mark for which it seeks registration has
distinctive character in the light of the presumed expectations of the average consumer.

44. It follows that the contested decision is not unlawful and cannot be annulled or altered under Article 63(2)
and (3) of Regulation No 40/94. Consequently, there is no need to rule on the admissibility of the arguments
of the applicant concerning its heads of claim (see paragraph 11 above).
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2006. Saiwa SpA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Application for a figurative mark including the word element "SELEZIONE ORO Barilla' - Opposition
- Earlier word marks ORO and ORO SAIWA - Likelihood of confusion - Article 8(1)(b) of Regulation

(EC) No 40/94 - Opposition rejected. Case T-344/03.

In Case T-344/03,

Saiwa SpA, established in Genoa (Italy), represented by G. Sena, P. Tarchini, J.P. Karsenty and M.
Karsenty-Ricard, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by M.
Capostagno and O. Montalto, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Barilla Alimentare SpA, established in Parma (Italy), represented by A. Vanzetti and S. Bergia, lawyers,

ACTION against the decision of the Fourth Chamber of the Board of Appeal of OHIM of 18 July 2003 (R
480/2002-4) concerning opposition proceedings between Saiwa SpA and Barilla Alimentare SpA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, R. García-Valdecasas and I. Labucka, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the written procedure and further to the hearing on 22 November 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 17 June 1996, Barilla Alimentare SpA (the intervener') filed at the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) an application to register a Community trade mark, under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. The mark for which registration was sought is the figurative sign including the word element
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SELEZIONE ORO Barilla', reproduced below:
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3. The goods in respect of which registration was sought fall within Class 30 of the Nice Agreement
concerning the International Classification of Goods and Services for the purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description: Pasta, flour and
preparations made from cereals, bread, pastry and confectionery; yeast, baking-powder; sauces (condiments).'

4. On 22 June 1998, Saiwa SpA (the applicant') gave notice of opposition to registration of the Community
trade mark applied for. The opposition covered all the goods designated in the Community trade mark
application.

5. The ground relied on in support of the opposition was the likelihood of confusion, referred to in Article
8(1)(a) and (b) and (5) of Regulation No 40/94, between the mark applied for and two earlier marks owned
by the applicant. The first consists of the word sign ORO, which is the subject of Italian registration No 307
376, which took effect on 28 September 1977, and international registration No 435 773 of 13 April 1978
covering, inter alia, Austria, Germany, Spain, France and the Benelux, in respect of the following goods in
Class 30: Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; flour and preparations made from
cereals, bread, biscuits, tarts, pastry, sweets, confectionery, ices, honey, treacle; yeast, baking-powder; salt,
mustard; pepper, vinegar, sauces, spices; ice.' The second consists of the word sign ORO SAIWA, the subject
of Italian registration No 332 864, which took effect on 25 June 1956, in respect of the following goods in
Class 30: Milk biscuits, biscuits, bread, pastry and confectionery'.

6. On 28 March 2002, the Opposition Division of OHIM rejected the opposition on the ground that the signs
and the goods at issue were not identical. The Opposition Division analysed the conflicting signs, taken as a
whole, and took the view that the common component oro' did not have sufficient distinctiveness, either
intrinsically or through use, for it to be concluded that those marks were similar.

7. On 31 May 2002, the applicant filed notice of appeal against that decision, and the appeal was dismissed
on 18 July 2003 by Decision R 480/2002-4 (the contested decision'). The Board of Appeal considered that
there was no likelihood of confusion on the part of consumers between the signs. It found, unlike the
Opposition Division, that the goods were materially identical. It took the view that increased distinctiveness
could not be accorded to the ORO mark since the applicant had not shown that significant use had been made
of that mark prior to filing of the Community trade mark application. It also confirmed that the ORO mark
had little intrinsic distinctiveness and that, as regards the ORO SAIWA mark, the dominant element was
SAIWA'. It concluded that the presence of the term oro' in the conflicting marks did not suffice to establish
that they were similar.

Procedure and forms of order sought

8. By application received at the Registry of the Court of First Instance on 2 October 2003 the applicant
brought this action.

9. OHIM and the intervener lodged their pleadings at the Registry of the Court of First Instance on 22 and 13
January 2004 respectively.

10. In its pleading of 13 January 2004, the intervener requested the Court to stay these proceedings pending a
definitive decision from the Tribunale ordinario di Milano (Milan District Court) on the validity of the ORO
and ORO SAIWA marks. After obtaining the observations of OHIM and
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the applicant, the Court (First Chamber) did not grant that request.

11. By letter lodged at the Registry of the Court of First Instance on 9 February 2004, the applicant asked, in
accordance with Article 135(2) of the Rules of Procedure of the Court of First Instance, for leave to file a
reply. On 10 March 2004, the Court (First Chamber) decided to reject that request.

12. By letter filed at the Registry of the Court of First Instance on 14 November 2005, the intervener
communicated judgment No 14002/2004 of the Tribunale ordinario di Milano of 14 October 2004, which
declared the invalidity of the ORO marks on which the applicant relies in this action, namely Italian national
registration No 307 376 and international registration No 435 773, and requested that that judgment be
produced in the proceedings. The Court (First Chamber) granted that request and that of the applicant to
produce in these proceedings the appeal which was brought against that judgment.

13. Upon hearing the report of the Judge-Rapporteur, the Court (First Chamber) decided to open the oral
procedure.

14. The oral arguments of the parties and their replies to the questions of the Court were heard at the oral
hearing of 22 November 2005.

15. The applicant claims that the Court should:

- annul the contested decision;

- dismiss the intervener's application for registration;

- order the intervener to pay the costs.

16. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

17. The intervener contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

Arguments of the parties

18. In support of its action, the applicant puts forward a single plea for annulment alleging infringement of
Article 8(1)(b) of Regulation No 40/94 concerning likelihood of confusion between similar marks.

19. The applicant claims, first, that in assessing whether the word oro' had acquired distinctive character by
reason of the use which had been made of it in Italy, OHIM was wrong to make a distinction between the
ORO mark and the ORO SAIWA mark. It states in that regard that its advertising campaigns and sales, as
shown by the documents it submitted to OHIM, refer to all of the products in the ORO range without
distinction. It also points out that the word oro' appears in the two marks under which its products are
marketed. It adds that, in respect of a single distinctive sign, in practice it is customary for a trader wishing to
protect it not only to register simply the word mark chosen, but also to make several applications for
registration of that same mark in its various representations - in black and white and in normal characters or
with special graphics and the use of different colours - or combinations - for example, with the addition of
the name of the producer. The applicant also challenges the relevance of the distinction between use of the
mark consisting
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only of the word oro', accompanied by the name of the company Saiwa' on the packaging, and use of the
complex mark ORO SAIWA, since in both cases the word oro' is used on the packaging with the name of the
manufacturer, namely Saiwa SpA.

20. Secondly, the applicant takes the view that the word oro' has intrinsic distinctiveness, which was conceded
by the Board of Appeal, even though, according to the latter, that distinctiveness is limited. The applicant
relies on decision No 988/2000 of the Opposition Division of 22 May 2000 in which the Opposition Division
acknowledged that the word oro', written in stylised letters to designate coffee, had distinctive character,
although it could suggest that the goods are of a certain quality. It also cites other examples from case-law of
metaphorical signs used to express a certain quality of goods, which have been registered, like ultraplus',
vitalité', quick', optimus', golden' and maxima'.

21. The applicant adds that, by reason of the principle of interdependence according to which the likelihood of
confusion must be evaluated by taking account of the various relevant factors and, in particular, the degree of
similarity between the goods and the degree of distinctive capacity of the signs, any weak distinctiveness of
the oro' sign is offset by the identity of the signs and the goods.

22. Thirdly, the applicant considers it necessary, in the comparative analysis of the signs, to examine their
conceptual aspect, that is to say the message communicated to consumers. In this case, two messages are
conveyed to consumers: the first, by the word common to the conflicting marks, namely oro', relates to the
goods and is identical in the two conflicting signs, whereas the second, by the names Saiwa' and Barilla', is
different as it relates to the indication of the producer. Consumers are led to consider that the goods are
substantially identical, although coming from different sources of production, possibly linked by licence,
exchange of know-how or, more generally, cooperation agreements.

23. The applicant states that the specific feature of the dispute is the fact that the conflicting marks refer to
the name of the producer so that likelihood of confusion as to the origin of the goods is reduced.
Nevertheless, it takes the view that the essential function of the mark cannot be exclusively to indicate the
origin of the goods. Such a strict interpretation would result in exclusion of any likelihood of confusion, even
in cases where a mark was copied, if reference were made on the packaging, the label or the goods
themselves to information making it possible to rule out the possibility that the goods relate to the same
source of production.

24. According to the applicant, the absence of any likelihood of confusion as to origin does not automatically
preclude any likelihood of confusion or association between the goods and between their commercial and
qualitative characteristics. Exclusion of that likelihood is also one of the functions of trade marks. Relying on
the Opinion of Advocate General Ruiz-Jarabo Colomer in Case C-206/01 Arsenal Football Club [2002] ECR
I-10273, 10275, delivered on 13 June 2002, it takes the view that trade marks also have the function of
identifying specific goods with their commercial and qualitative characteristics. The latter function is decisive
in these proceedings, the subject-matter of which is the use of one special sign characterising the goods, in
association with the name of the producer. The applicant is of the opinion that the presence of the names of
the producers does not prevent likelihood of confusion on the part of the public in question as regards those
goods.

25. OHIM and the intervener challenge the merits of this action. In the absence of similarity, OHIM and the
intervener take the view that there is no likelihood of confusion between the conflicting marks, since one of
the conditions referred to in Article 8(1)(b) of Regulation No 40/94 is not fulfilled.
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Findings of the Court

26. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
a trade mark is not to be registered if, because of its identity with or similarity to an earlier trade mark and
the identity or similarity of the goods or services covered by the two trade marks, there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is protected.

27. It is settled case-law that there is a likelihood of confusion where the public might believe that the goods
or services in question come from the same undertaking or, as the case may be, from economically-linked
undertakings.

28. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception in the mind of the relevant public of the goods and services in question, taking into account
all factors relevant to the case, in particular the interdependence between the similarity of the signs and the
similarity of the goods or services designated (see Case T-162/01 Laboratorios RTB v OHIM - Giorgio
Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to 33, and the case-law
cited).

The target public

29. The goods in question are staple food products for daily consumption. The Board of Appeal legitimately
stated in paragraph 23 of the contested decision, therefore, that the target public consisted of the general
public, that is to say the average consumer.

Similarity between the goods

30. The applicant did not dispute the Board of Appeal's finding that the goods are substantially identical
(contested decision, paragraphs 11 and 24). The goods in Class 30 referred to in the trade mark application
and corresponding to the description flour and preparations made from cereals, bread, pastry and confectionery'
are identical to those of the ORO trade mark and very similar to those of the ORO SAIWA mark.

Similarity between the signs

31. It is settled case-law that the global assessment of the likelihood of confusion, so far as concerns the
visual, aural or conceptual similarity of the marks in question, must be based on the overall impression given
by the marks, bearing in mind, inter alia, their distinctive and dominant components. The average consumer
generally perceives a mark as a whole and does not carry out an examination of its various details (see Case
T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335,
paragraph 47, and Case T-117/02 Grupo El Prado Cervera v OHIM - Héritiers Debuschewitz (CHUFAFIT)
[2004] ECR II-0000, paragraph 44, and the case-law cited).

32. In this case, the Board of Appeal legitimately took the view, in paragraph 22 of the contested decision,
that the ORO mark per se had little distinctiveness. As stated by the Board of Appeal (paragraphs 20 and 21
of the contested decision), consumers of food products who are reasonably well-informed will attach a
meaning of superior quality to the word oro' because it hints at the positive characteristics of goods, bringing
to mind quality, usefulness and superior value. In Italy, that sign has very weak distinctiveness, since that
word serves primarily to define a superior range of goods as distinct from a standard range, and it is a term
used very frequently by manufacturers of all types of food products to commend the high quality of their
goods. There are many different industries which, like the food industry, use the word oro' in the language of
trade, in particular the credit card, tobacco, hygiene, textile and record industries. Moreover, the applicant did
not adduce any evidence before either the OHIM authorities or the Court of First Instance to show
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the intrinsic distinctive strength of the sign oro' in the countries covered by international registration No 435
773.

33. As regards the applicant's argument that distinctiveness has been increased through use in Italy, the Court
considers that the Board of Appeal correctly found (contested decision, paragraph 19) that no significant use
of the ORO mark could be established prior to the filing of the Community trade mark since the documents
produced demonstrated only use of the ORO SAIWA mark in Italy.

34. So far as concerns the documents produced by the applicant in the Annex to its pleading before the Board
of Appeal, the latter was right not to take account of them on the ground, in particular, that they described
facts which took place after the filing of the Community trade mark application (contested decision, paragraph
18). Those documents, in particular the opinion poll of June 2002 and the table of advertising sales, date from
several years after the filing date of the Community trade mark application and, accordingly, cannot be taken
into consideration to show the reputation of earlier marks at the time of the filing of the Community trade
mark application (see, to that effect, Case T-8/03 El Corte Inglés v OHIM - Pucci (EMILIO PUCCI) [2004]
ECR II-0000, paragraphs 71 and 72).

35. In respect of the results of the opinion poll carried out in January 2000, they are also irrelevant. It should
be observed in that respect that that poll was carried out three and a half years after the filing of the
Community trade mark application. Further, as the Board of Appeal noted in paragraphs 13 and 14 of the
contested decision, the conclusions reached by that poll do not have evidential value since the question If you
had to define the superior quality of a product, which one word would you use?' induced consumers to reply
by using common expressions such as good', excellent', delicious' and best', but did not provide a means for
analy sing the meaning which a metaphoric indication like oro' could evoke for consumers.

36. Finally, as regards the other documents submitted to the Opposition Division, namely the table of statistics
which shows investment in advertising between 1983 and 2000 and the advertising campaigns carried out, the
Board of Appeal correctly observed that they did not make a distinction between usage which related to the
ORO mark and that which was linked to the use of the ORO SAIWA mark. As the Board found, the
advertising investment refers generally to the products in the ORO line' without making a distinction according
to the mark concerned. The Board of Appeal was also fully entitled to note that, in the case of the advertising
campaigns, the only goods featured in advertising were biscuits and that, in that advertising, the word oro' was
always used in close association with the word Saiwa'.

37. The applicant has not disputed those findings but has merely stated that the documents which it had
submitted to OHIM related to all of the products in the ORO range without distinction. In so doing, the
applicant did not furnish any argument to show that the Board of Appeal had made an error of assessment by
requiring that the ORO and ORO SAIWA marks be distinguished, as regards evidence of use of its earlier
marks and the contention that the ORO mark, taken in isolation, acquired distinctiveness by virtue of its use.
The Court points out, in that respect, that the applicant may not use evidence relating to the use of the ORO
SAIWA mark to show that the ORO mark has acquired distinctiveness through use since ORO and ORO
SAIWA are separate marks.

38. It follows that the Board of Appeal legitimately concluded that the dominant element of the ORO SAIWA
mark was SAIWA.

39. As regards the visual and phonetic comparison between ORO and ORO SAIWA, on the one hand, and
SELEZIONE ORO Barilla, on the other, the Court considers that there are important visual and phonetic
differences in the way consumers perceive the conflicting marks and that the mere presence of the word oro'
is not capable of giving rise to similarity between them.
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40. As for the conceptual viewpoint, the meaning associated with the common word oro' is secondary, if not
negligible, in the mind of consumers, who are not in the habit of ascribing that word to a specific
manufacturer, as the Board of Appeal found in paragraph 25 of the contested decision. The existence of a
weak degree of conceptual similarity between the conflicting marks is not therefore such as to offset their
visual and phonetic differences.

41. Finally, the Board of Appeal was entitled to consider, in paragraph 25 of the contested decision, that in
the mark applied for the word oro' had a descriptive function in relation to the word selezione', to indicate to
consumers that a top-of-the-range Barilla product was at issue. Since it is directly next to the word selezione',
the word oro' does not have an independent distinctive function but must be understood as being appended to
the descriptive term selezione'. It follows that, in the mark applied for, the distinctiveness of the sign is due to
the word Barilla'.

42. It follows from the foregoing that the overall impression given by the conflicting marks, taking account of
their distinctive and dominant elements, is not capable of creating, as between them, sufficient similarity to
lead to a likelihood of confusion in the minds of consumers.

43. Finally, the applicant's arguments regarding the essential function of trade marks are without foundation.

44. According to settled case-law, the essential function of trade marks is to guarantee to the consumer or end
user the identity of the origin of the trade-marked product or service by enabling him to distinguish it, without
any risk of confusion, from products or services of different origin. A trade mark must distinguish the
products or services concerned as coming from a particular undertaking (Case T6/01 Matratzen Concord v
OHIM - Hukla Germany (MATRATZEN) [2002] ECR II4335, paragraph 58; see also, by analogy, Case
C-39/97 Canon [1998] ECR I-5507, paragraph 28, Case C-517/99 Merz &amp; Krell [2001] ECR I-6959,
paragraph 22, and Case C-104/01 Libertel [2003] ECR I-3793, paragraph 62).

45. Unlike the applicant's contention, the specific features of this dispute, namely the use of the same sign
characterising the goods by placing it side by side with the name of the producer, cannot alter the overall
impression given by the marks at issue or mislead consumers as to the goods in question. As stated in
paragraph 41 above, the word oro' fulfils a descriptive function in the trade mark applied for as it is appended
to the word selezione'. Accordingly, it must be considered to qualify the names Saiwa' or Barilla' which, in
designating the producers, preclude all likelihood of confusion on the part of consumers.

46. Finally, identification of a specific product is not the essential function of a trade mark, but rather a
feature inherent in trade marks which already enjoy a high reputation and for which, in the mind of the
public, the product concerned can be designated or identified by mere reference to the trade mark.

47. In the light of all the foregoing, it must be held that there is no likelihood of confusion between the
conflicting marks, and the plea alleging infringement of Article 8(1)(b) of Regulation No 40/94 must therefore
be rejected.

48. It follows that the action must be dismissed.

Costs

49. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

50. In the present case, the applicant has been unsuccessful and OHIM and the intervener have applied for
costs against it. The applicant must therefore be ordered to pay the costs incurred
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Les Editions Albert René v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Opposition proceedings - Earlier Community and national word mark OBELIX - Application for

Community word mark MOBILIX - Article 8(1)(b) and (2) of Regulation (EC) No 40/94. Case T-336/03.

In Case T-336/03,

Les Editions Albert René, established in Paris (France), represented by J. Pagenberg, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by S.
Laitinen, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Orange A/S, established in Copenhagen (Denmark), represented by J. Balling, lawyer,

ACTION against the decision of the Fourth Board of Appeal of OHIM of 14 July 2003 (Case R 0559/2002-4)
in opposition proceedings between Les Editions Albert René and Orange A/S,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Court Registry on 1 October 2003,

having regard to the response lodged at the Court Registry on 30 July 2004,

further to the hearing on 2 June 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 7 November 1997, Orange A/S (the trade mark applicant') filed an application under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended, for registration of a Community trade mark at the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM').

2. The trade mark which it sought to register is the word mark MOBILIX.
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3. The goods and services in respect of which registration was sought are, for the purposes of the present
action, in Classes 9, 16, 35, 37, 38 and 42 of the Nice Agreement concerning the International Classification
of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and
amended, and correspond, for each of those classes, to the following description:

- apparatus, instruments and installation for telecommunication, including for telephony, telephones and
cellular telephones, including antennae, aerials and parabolic reflectors, accumulators and batteries, transformers
and convertors, coders and decoders, coded cards and card for coding, telephone calling cards, signalling and
teaching apparatus and instruments, electronic telephone books, parts and accessories (not included in other
classes) for the aforementioned goods', within Class 9;

- telephone calling cards', within Class 16;

- telephone-answering service (for temporarily absent subscribers), business management and organisation
consulting and assistance, consulting and assistance in connection with attending to business duties', within
Class 35;

- telephone installation and repairs, construction, repairs, installation', within Class 37;

- telecommunications, including telecommunications information, telephone and telegraph communications,
communications through computer screens and cellular telephones, facsimile transmission, radio and television
broadcasting, including through cable television and the Internet, message sending, leasing of message sending
apparatus, leasing of telecommunications apparatus, including of telephony apparatus', within Class 38;

- scientific and industrial research, engineering, including projecting facilities and telecommunications
installations, particularly for telephony, and computer programming, design, maintenance and updating of
software, leasing of computers and computer programs', within Class 42;

4. The Community trade mark application was published in the Community Trade Marks Bulletin No
1/1999 of 4 January 1999.

5. It was the subject of an opposition filed by Les Editions Albert René (the applicant') based on the
following earlier rights relating to the term obelix':

(a) earlier registered trade mark, protected by registration of Community trade mark No 16 154 of 1 April
1996 in respect of the following goods and services in so far as they are relevant to the present
proceedings:

- electrical and electronic photographic, cinematographic and optical teaching apparatus and instruments
(except projection apparatus) so far as included in Class 9, electronic apparatus for games, with and without
screens, computers, program modules and computer programs recorded on data carriers, especially video
games', within Class 9;

- paper, cardboard; goods made from paper and cardboard, printed goods (so far as included in Class 16)
newspapers and magazines, books, book binding material, namely bookbinding cords, cloth and other materials
for bookbinding; photographs; stationery; adhesives (for paper and stationery); artists' materials, namely goods
for drawing, painting and modelling; paint brushes; typewriters and office requisites, (except furniture) and
machines for office use (so far as included in Class 16); instructional and teaching material (except apparatus);
plastic materials for packaging not included in other classes; playing cards; printers' type; printing blocks',
within Class 16;

- games and playthings; gymnastic and sporting articles (so far as included in Class 28); decorations for
Christmas trees', within Class 28;

- marketing and publicity', within Class 35;

© An extract from a JUSTIS database



62003A0336 European Court reports 2005 Page 00000 3

- film presentation, film production, film rental; publication of books and magazines; education and
entertainment; organisation and presentation of displays and exhibitions; public entertainment, amusement
parks, production of live orchestral and spoken-word performances; presentation of reconstructions of
historico-cultural and ethnological characters', within Class 41;

- accommodation and catering; p;; hotography; translations; copyright management and exploitation;
exploitation of industrial property rights', within Class 42;

(b) earlier well-known mark in all the Member States in respect of goods and services falling within Classes
9, 16, 28, 35, 41 and 42.

6. In support of its opposition, the applicant claimed that there was a likelihood of confusion within the
meaning of Article 8(1)(b) and (2) of Regulation No 40/94.

7. By decision of 30 May 2002, the Opposition Division rejected the opposition and authorised the
continuation of the procedure for the registration of the application for a Community trade mark. After finding
that it had not been conclusively demonstrated that the earlier trade mark was well known, the Opposition
Division found that the trade marks were not similar overall, that there was a certain aural similarity but that
that was offset by the visual appearance of the trade marks and, more particularly, by the very different
concepts which they express: mobile phones in the case of MOBILIX and obelisks in the case of OBELIX.
Moreover, the earlier registration is more associated with the famous comic strip, which distinguishes it even
more, from the conceptual point of view, from the trade mark applied for.

8. In response to the application filed by the applicant on 1 July 2002, the Fourth Board of Appeal delivered
its decision on 14 July 2003 (the contested decision'). It partially annulled the decision of the Opposition
Division. The Board of Appeal, first of all, stated that the opposition should be regarded as being based
exclusively on the likelihood of confusion. It then stated that it was possible to detect a certain similarity
between the trade marks. In comparing the goods and services the Board found that the signalling and
teaching apparatus and instruments' of the application for a Community trade mark and the optical and
teaching apparatus and instruments' of the earlier registration falling within Class 9 were similar. It reached
the same conclusion in respect of the Class 35 services referred to as business management and organisation
consulting and assistance, consulting and assistance in connection with attending to business duties' in the
Community trade mark application and marketing and publicity' in respect of the earlier registration. The
Board found that, given the degree of similarity between the signs in question and between those particular
goods and services, there was a likelihood of confusion in the mind of the relevant public. It therefore refused
the application for a Community trade mark in respect of signalling and teaching apparatus and instruments'
and services known as business management and organisation consulting and assistance, consulting and
assistance in connection with attending to business duties', and granted it in respect of the remaining goods
and services.

Forms of order sought by the parties

9. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

10. At the hearing, the applicant further claimed that the Court should remit the case for hearing by the
Board of Appeal.

11. The defendant contends that the Court should:

- dismiss the application;
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- order the applicant to pay the costs.

Law

12. In support of its action the applicant advances three pleas in law alleging, first, infringement of Article
8(1)(b) and 8(2) of Regulation No 40/94, second, infringement of Article 8(5) of Regulation No 40/94 and,
third, infringement of Article 74 of Regulation No 40/94.

1. Admissibility

Admissibility of new evidence

Arguments of the parties

13. The defendant submits that the five documents which the applicant appends to its application to prove
that the OBELIX sign is well known were not previously disclosed in the proceedings before OHIM and
therefore they should not be taken into account.

14. When questioned by the Court at the hearing, the applicant claimed that the documents in question were
admissible.

Findings of the Court

15. Appended to its application are some documents with which the applicant intends to prove that the sign
OBELIX is well known. It is not in dispute that those documents were not disclosed in the course of the
earlier proceedings before OHIM.

16. It should be noted that the purpose of an action before the Court of First Instance is to review the
legality of decisions of the Boards of Appeal of OHIM within the meaning of Article 63 of Regulation No
40/94 and, in proceedings for annulment, the legality of the contested measure must be assessed on the basis
of the elements of fact and of law existing at the time when the measure was adopted (Case T-164/03
Ampafrance v OHIM - Johnson &amp; Johnson (monBéBé) [2005] ECR II-0000, paragraph 29). It is
thus not the Court's function to re-evaluate the factual circumstances in the light of evidence adduced for the
first time before it. To admit such evidence is contrary to Article 135(4) of the Rules of Procedure of the
Court of First Instance, which prohibits the parties from changing the subject-matter of the proceedings before
the Board of Appeal. Accordingly the documents produced for the first time before the Court of First Instance
are inadmissible.

The admissibility of the plea based on Article 8(5) of Regulation No 40/94

Arguments of the parties

17. The applicant submits that, since OBELIX is a well-known mark, and even a famous one, it is clear from
Article 8(5) of Regulation No 40/94 that it is protected, even outside the area of similarity of the goods and
services, against use of the distinctive character or the repute or against impairment of the distinctive character
or repute, given that it suffices that the applicant's trade mark has a reputation in respect of some of the
goods or services registered.

18. The defendant claims that the applicant errs in alleging that the Board of Appeal infringed Article 8(5) of
Regulation No 40/94, and in requesting the Court to make a ruling in an action concerning the application of
that provision when that request was not duly submitted during the administrative phase of the proceedings
before OHIM.

Findings of the Court

19. Article 8(5) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark within the meaning of paragraph 2, the trade mark applied for shall not be registered where it is
identical with or similar to the earlier trade mark and is to be registered for goods
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or services which are not similar to those for which the earlier trade mark is registered, where in the case of
an earlier Community trade mark the trade mark has a reputation in the Community... and where the use
without due cause of the trade mark applied for would take unfair advantage of, or be detrimental to, the
distinctive character or the repute of the earlier trade mark'.

20. It is common ground in this case that at no time did the applicant request the Board of Appeal to apply
that provision and that it therefore did not examine it. The applicant expressly stated before the Board of
Appeal that its action was founded on Article 8(1)(b) and 8(2) of Regulation No 40/94. More specifically,
although the applicant did invoke the reputation of its earlier trade mark in its opposition to the trade mark
application and before the Board of Appeal, this was exclusively within the context of the application of
Article 8(1)(b) of that regulation, that is to say, for the purpose of substantiating the likelihood of confusion
in the mind of the relevant public.

21. It should also be pointed out, first, that, under Article 74 of Regulation No 40/94, in proceedings relating
to relative grounds for refusal of registration, [OHIM] shall be restricted in this examination to the facts,
evidence and arguments provided by the parties and the relief sought'.

22. It should, second, be noted that, as stated at paragraph 16 above, the purpose of actions brought before
the Court of First Instance is to review the legality of the decisions of the Boards of Appeal within the
meaning of Article 63 of Regulation No 40/94 (Case T-237/01 Alcon v OHIM - Dr. Robert Winzer
Pharma (BSS) [2003] ECR II-411, paragraph 61; Case T-128/01 DaimlerChrysler v OHIM (Grille)
[2003] ECR II-701, paragraph 18; and Case T-129/01 Alejandro v OHIM - Anheuser-Busch (BUDMEN)
[2003] ECR II-2251, paragraph 67). The Court's review of the legality of a decision by a Board of Appeal
must therefore be carried out with regard to the issues of law raised before the Board of Appeal (see, to that
effect, Case T-194/01 Unilever v OHIM (Ovoid tablet) [2003] ECR II-383, paragraph 16, and Case
T-311/01 Editions Albert René v OHIM - Trucco (Starix) [2003] ECR II-4625, paragraph 70).

23. Furthermore, Article 135(4) of the Rules of Procedure, also referred to at paragraph 16 above, expressly
states that [t]he parties' pleadings may not change the subject-matter of the proceedings before the Board of
Appeal'.

24. The applicant cannot therefore argue that the Board of Appeal breached Article 8(5) of Regulation No
40/94 or call on the Court to rule on a request for application of that provision.

25. The present plea must therefore be rejected as inadmissible.

The new claim for relief submitted at the hearing

Arguments of the parties

26. At the hearing, the applicant claimed in the alternative that the Court should remit the case to the Board
of Appeal so that it might demonstrate to the Board that its trade mark had a reputation within the meaning
of Article 8(5) of Regulation No 40/94.

27. The defendant contends that that claim is inadmissible.

Findings of the Court

28. Under Article 44(1) of the Rules of Procedure an applicant is required to state in the application the
subject-matter of the proceedings and the form of order sought. Although Article 48(2) of those rules
authorises, in certain circumstances, new pleas in law to be introduced in the course of proceedings, the
provision cannot in any circumstances be interpreted as authorising the applicant to bring new claims before
the Court and thereby to modify the subject-matter of the proceedings (Case 232/78 Commission v France
[1979] ECR 2729, paragraph 3, and Case T-3/99 Banatrading v Council [2001] ECR II-2123, paragraph
28).
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29. It follows that the applicant is not entitled to bring new claims before the Court thereby modifying the
subject-matter of the proceedings. The claim to the relief in question can therefore only be rejected as
inadmissible.

2. Merits

The breach of Article 74 of Regulation No 40/94

Arguments of the parties

30. The applicant submits that the trade mark applicant did not challenge its assertion made during the
opposition proceedings that its OBELIX trade mark is distinctive. According to the applicant, in the absence
of a challenge, the Board of Appeal should have started from the principle that OBELIX - the trade mark of
the opposing party - has a reputation. It concludes from this that the Board of Appeal breached Article 74(1)
of Regulation No 40/94.

31. The defendant submits that the Opposition Division of OHIM thoroughly evaluated the evidence adduced
and arrived at the conclusion that it did not suffice to show either that the unregistered sign was well known
or that the registered one enjoyed enhanced distinctiveness. Accordingly, the applicant's first plea in law must
be declared manifestly unfounded.

Findings of the Court

32. As noted in paragraph 22 above, according to Article 74(1) of Regulation No 40/94, in proceedings
relating to relative grounds for refusal of registration, OHIM is to be restricted in this examination to the
facts, evidence and arguments provided by the parties and the relief sought.

33. That provision restricts the examination carried out by OHIM in two ways. It relates, first, to the factual
basis of decisions of OHIM, that is, the facts and evidence on which those decisions may be validly based
(see, to that effect, Case T-232/00 Chef Revival USA v OHIM - Massagué Marín (Chef) [2002] ECR
II-2749, paragraph 45), and, second, to the legal basis of those decisions, that is, the provisions which the
jurisdiction hearing the case is obliged to apply. Thus the Board of Appeal, when hearing an appeal against a
decision terminating opposition proceedings, may base its decision only on the relative grounds for refusal
which the party concerned has relied on and the related facts and evidence it has presented (Case T-308/01
Henkel v OHIM - LHS (UK) (KLEENCARE) [2003] ECR II-3253, paragraph 32, and Case T-185/02
Ruiz-Picasso and Others v OHIM - DaimlerChrysler (PICARO) [2004] ECR II-0000, paragraph 28).

34. In that respect, whilst it is apparent from Article 74(1) of Regulation No 40/94 that, in the course of
opposition proceedings, OHIM cannot examine the facts of its own motion, that does not mean however that
it is required to accept that points put forward by one party and not challenged by the other party to the
proceedings are established. That provision only binds OHIM with regard to the facts, evidence and
observations on which that decision is based.

35. In the present case the applicant put forward before OHIM a particular legal assessment but neither the
Opposition Division nor the Board of Appeal found that the applicant had substantiated that assessment
conclusively by facts or evidence. They concluded from this that the facts and evidence were not sufficient to
prove the legal assessment in question, namely that the unregistered sign was well known and that the
registered sign was highly distinctive.

36. Consequently, the applicant's plea in law alleging infringement of Article 74 of Regulation No 40/94
must be declared unfounded.

Article 8(1)(b) and (2) of Regulation No 40/94

Arguments of the parties
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37. First, as regards the comparison of the goods and services, the applicant submits that the goods covered
by the trade mark applied for and falling within Class 9, other than signalling and teaching apparatus' are also
largely similar at least to those covered by the applicant's opposing trade mark which fall within Class 9.

38. It submits that all of the remaining goods covered by the trade mark applied for which fall within Class
9, like apparatus, instruments and installation for telecommunication, including for telephony, telephones and
cellular telephones, including antennae, aerials and parabolic reflectors, accumulators and batteries, transformers
and convertors, coders and decoders, coded cards and card for coding, telephone calling cards, electronic
telephone books, parts and accessories (not included in other classes) for the aforementioned goods' include
essential constituent parts of the applicant's goods. Thus, the trade mark applicant's digital cellular telephones
and telephones appear in the applicant's program modules. As the list of the trade mark applicant's goods also
includes parts and accessories for its main products, the trade mark applicant's program modules and parts are
even identical.

39. According to the applicant, the same applies to the trade mark applicant's other goods such as apparatus,
instruments and installation for telecommunication, including for telephony, coders and decoders', because they
too contain program modules. Added to that is the fact that those goods covered by the trade mark application
which fall within Class 9 are essentially controlled by a processor and so could be controlled by software.
The list of its goods includes software programs. It concludes from this that the Class 9 goods referred to in
the trade mark application and its own goods falling within that class are not remotely similar but averagely
so.

40. Next, the applicant submits that the trade mark applicant's telephone calling cards, which fall within Class
16, are coded telephone calling cards. According to a judgment of the German Federal Patents Court of 7 July
1997, they are similar to the applicant's goods known as computer programs recorded on data carriers'.

41. The applicant further points out that the Board of Appeal found that the other services of the trade mark
applicant were not similar to its goods, namely:

- telephone-answering service (for temporarily absent subscribers)', within Class 35;

- telephone installation and repairs, construction, repairs, installation', within Class 37;

- telecommunications, including telecommunications information, telephone and telegraph communications,
communications through computer screens and cellular telephones, facsimile transmission, radio and television
broadcasting, including through cable television and the Internet, message sending, leasing of message sending
apparatus, leasing of telecommunications apparatus, including of telephony apparatus', within Class 38;

- scientific and industrial research, engineering, including projecting facilities and telecommunications
installations, particularly for telephony, and computer programming, design, maintenance and updating of
software, leasing of computers and computer programs', within Class 42.

42. It submits that the principles developed by case-law applicable to the similarity between goods apply by
analogy to the relationship between goods and services and vice versa. The decisive point is to determine
whether, where similar signs are used, the persons concerned are likely to be misled as to the place of origin
of the goods and services.

43. Applying those principles, it must be accepted that there is a similarity between the trade mark applicant's
services referred to above and the applicant's goods because manufacturers of goods such as computers,
program modules and computer programs recorded on data carriers' also cover the trade mark applicant's
corresponding services. Citing a decision of the German Federal Patents
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Court, the applicant concludes that the trade mark applicant's services falling within Class 38 and its own
goods falling within Class 9 are similar since a significant part of the public concerned might believe that the
manufacturers and distributors of data-processing equipment also supply the corresponding telecommunications
services if the trade mark is the same.

44. The applicant submits that it must be accepted, for the same reasons, that the trade mark applicant's
services within Classes 35, 37 and 42 and its own goods within Class 9 are similar. Those services, such as
telephone-answering service (for temporarily absent subscribers)' and telephone installation and repairs,
construction, repairs, installation', are also, it submits, provided by manufacturers of computer hardware and
operated by software.

45. The same applies by analogy in respect of the following services of the trade mark applicant: Scientific
and industrial research, engineering, including projecting facilities and telecommunications installations,
particularly for telephony, and computer programming, design, maintenance and updating of software, leasing
of computers and computer programs'. According to the applicant, scientific and industrial research,
engineering, including projecting facilities and telecommunications installations is an area which in technical as
well as economic terms is so close to computer hardware and software that the idea has become accepted by
the trade or at least by some of the key players that the manufacturers or distributors of data processing
equipment also operate, for example, in the area of projecting the corresponding telecommunications service,
provided that the same trade mark is used.

46. The applicant states that it does not understand the Board of Appeal's argument that there is no similarity
between the trade mark applicant's services consisting of the leasing of computers and computer programs' and
its own goods called computers and computer programs recorded on data carriers'. A quick search on the
internet suffices to show that the distributors of computers also provide facilities for leasing them. The same
applies to software.

47. Second, as regards comparison of the signs, the applicant submits that the two signs OBELIX and
MOBILIX are very similar. Since OBELIX is protected for the whole of the internal market, it is necessary in
particular to have regard to the way in which the trade marks are understood in that market on the basis of
their aural and conceptual impression and to take account of market conditions and consumer habits in that
market.

48. The applicant submits that it is above all necessary to take account of the fact that consumers consider
the two signs to be trisyllabic trade marks with the accent on the same syllables and in which the sequence of
consonants is the same and the sequence of vowels almost so, since the e' and i' sounds are very similar. The
sole difference is the initial m' of the trade mark applicant's mark which, by reason of its weak sound, could
however easily be missed by the listener in circumstances where the noise level is quite high.

49. The applicant submits that it is the overall impression which matters and that it is the visual memory
which is most often decisive. A purchaser who only vaguely recollects the trade mark OBELIX would believe
that he recognises in the similar sign MOBILIX the trade mark which he already knows, and would confuse
the companies which make the goods.

50. Third, as regards the likelihood of confusion, the applicant submits that if account is taken of the
interdependence between the similarity between the goods, the similarity between the trade marks and the
distinctiveness of the applicant's opposing trade mark, the differences between the trade marks in the case of
identical goods and services and, to a large extent, of similar goods and services are not enough to prevent, in
particular, auditory confusion given that the opposing party's trade mark is well known.

51. The applicant submits that the trade mark OBELIX forms part of a family of trade marks which also
comprises the trade marks inspired by other characters from the Asterix' series and
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which is protected in 50 countries throughout the world. The harm to the distinctive character arises from the
fact, first, that an attempt has been made to refer to the model of repute by an accumulation of auditory,
visual and conceptual factors and that, second, use has knowingly been made in the present case, without any
plausible linguistic reason, of a characteristic feature which exists for the series of trade marks arising from
the Asterix' family: the ix' suffix. It is entirely conceivable that the term mobilix' would insinuate itself into
that family of trade marks and that it would be understood as a derivation of the term obelix'.

52. The defendant submits that there is no likelihood of confusion in the mind of the relevant public. The
clear visual difference and the particularly marked conceptual difference between the signs makes up for any
auditory resemblance, even for the goods and services which are slightly similar.

Findings of the Court

53. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
The likelihood of confusion includes the likelihood of association with the earlier trade mark. In addition,
earlier trade marks' include Community trade marks with a date of application for registration which is earlier
than the date of application for registration of the Community trade mark (Article 8(2)(a)(i) of Regulation No
40/94).

54. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or from economically-linked undertakings constitutes a likelihood of
confusion.

55. According to the same line of case-law, the likelihood of confusion must be assessed globally by
reference to the perception which the relevant public has of the signs and of the goods or services in question,
taking into account all factors relevant to the circumstances of the case, in particular the interdependence
between the similarity of the signs and that of the goods or services designated (see Case T-162/01
Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR
II-2821, paragraphs 31 to 33, and the case-law cited).

56. In the present case, the earlier rights were invoked relating to the term obelix', corresponding to a
Community trade mark and a well known trade mark in all the Member States.

57. Furthermore, the large majority of the goods and services in question are everyday consumer goods and
services. In the trade mark application, it is only the services falling within Class 42 (scientific and industrial
research etc.) which are intended for a specialist public. Consequently, the target public in relation to which
the likelihood of confusion should be assessed is the average consumer of those goods and services in the
European Union who is reasonably well informed and reasonably observant and circumspect.

58. It is in the light of those considerations that an examination should be made of the comparison by the
Board of Appeal of the goods in question and of the opposing signs.

- The comparison of the goods

59. In assessing the similarity of the goods or services in question, all the relevant factors relating to the link
between those goods or services should be taken into account. Those factors include, inter alia, their nature,
their intended purpose, their method of use and whether they are in competition with each other or are
complementary (see, by analogy, Case C-39/97 Canon [1998] ECR I-5507, paragraph 23).
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60. As to the goods in Classes 9 and 16 in respect of which registration is sought, such as apparatus,
instruments and installation for telecommunication', cellular telephones', coders and decoders', etc., the
applicant essentially submits that they all contain essential components of the goods covered by the trade
mark.

61. The applicant's arguments can only be rejected. It is true that computers in different forms are necessary
for the proper operation of instruments and installations for telecommunication' and telephone-answering
service (for temporarily absent subscribers)' may occasionally be supplied by the body which manufactures the
necessary equipment, but that is not enough to conclude that those goods and services are similar, still less
very similar'. The mere fact that a particular good is used as a part, element or component of another does not
suffice in itself to show that the finished goods containing those components are similar since, in particular,
their nature, intended purpose and the customers for those goods may be completely different.

62. Furthermore, it is clear from the list of goods and services falling within Class 9 covered by the earlier
registration that the sectors covered by that right are photography, cinema, optics, teaching and video games.
That list of goods and services is close to that which is claimed in the Community trade mark application,
which shows that the sector in question is, almost exclusively, telecommunications of all forms.
Telecommunications equipment falls within the category of apparatus for recording, transmission or
reproduction of sound and/or images', which forms part of the official title of Class 9 of the Nice Agreement.
However, that part of the class title (telecommunications') was not claimed in the earlier right, which implies
that telecommunications equipment was not intended to be covered. The applicant registered its trade mark in
respect of a large number of classes, but it did not refer to telecommunications' in the specification and it
even excluded the whole of Class 38 from the registration. Class 38 concerns precisely telecommunications'
services.

63. The Court shares the view of the Board of Appeal that the earlier registration protects electrotechnical
apparatus and instruments, electronics', but that that wide formulation cannot be used by the applicant as an
argument for finding that the goods are very similar, still less that they are identical to the goods referred to
in the application, when specific protection of telecommunications apparatus and instruments could have been
easily obtained.

64. Consequently, the Board of Appeal did not err in finding that the goods referred to in the Community
trade mark application falling within Classes 9 and 16 should not be regarded as included in the list of goods
and services, drafted in wide terms, in the earlier registration.

65. Next, the applicant submits in respect of the services covered by the Community trade mark application
and included in Classes 35, 37, 38 and 42 that, contrary to the findings of the Board of Appeal, those goods
are also similar to its own because the manufacturers of goods such as computers, program modules and
computer programs recorded on data carriers' also provide the services for which registration was sought.
Citing a decision of the German Federal Patents Court, the applicant concludes that the trade mark applicant's
services falling within Class 38 and its own goods falling within Class 9 are similar since a significant part of
the public concerned might believe that the manufacturer and distributors of data-processing equipment also
supply the corresponding telecommunications services if the trade mark used is the same. Furthermore, the
applicant submits that that observation also applies in respect of the services included in Classes 35 and 37, as
services such as telephone-answering service' (Class 35) and telephone installation and repairs' (Class 37) are
sometimes provided by the manufacturers of the computer hardware used and sometimes operated by means of
software. In the case of services entitled scientific and industrial research, engineering, including projecting
facilities and telecommunications installations' within Class 42, the applicant submits that they are so closely
linked to the computer hardware and software sector that the public might believe that they come from the
same manufacturers or distributors. Lastly, as regards the leasing of computers
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and computer programs' (Class 42), included in the Community trade mark application, the applicant disputes
the finding of the Board that such services differ from computers' and computer programs recorded on data
carriers'.

66. As a preliminary point, it should be noted that the principles applicable to the comparison of the goods
also apply to the comparison between the services and between the goods and services. It is true as the
defendant points out that, by reason of their very nature, goods are generally different from services, but it
nevertheless remains the case that they can be complementary, in the sense that, for example, the maintenance
of the goods complements the goods themselves, or that services may have the same purpose or use as the
goods, and thus compete with each other. It follows that, in certain circumstances, even goods and services
may be found to be similar.

67. In the present case, as regards, first, the services referred to in the trade mark application within Classes
37 and 42, the Board of Appeal's position that they cannot be regarded as similar to the services covered by
the earlier registration cannot be criticised. The applicant's services included in Class 42 (accommodation and
catering; photography; translations; copyright management and exploitation; exploitation of industrial property
rights') are unrelated to the services entitled scientific and industrial research, engineering, including projecting
facilities and telecommunications installations, particularly for telephony, and computer programming, design,
maintenance and updating of software, leasing of computers and computer programs', also included in Class
42, in respect of which protection is sought. That conclusion also applies to the services covered by the trade
mark application included in Class 37, namely telephone installation and repairs, construction, repairs,
installation'.

68. Second, the Board of Appeal did not err when it asserted that the services listed in the Community trade
mark application under Class 38 (as described in paragraph 3 above) are sufficiently different from those
covered by the earlier registration and included in Class 41 (as described in paragraph 5 above), given their
technical nature, the skills required to offer them and the needs of the consumers which they are intended to
satisfy. Consequently, the services appearing in the trade mark application included in Class 38 are at most
slightly similar to the services falling within Class 41 protected by the earlier right.

69. Next, the Court must reject the applicant's argument that all the goods and services covered by the
Community trade mark application are linked, in one way or another, to computers' and computer programs'
(Class 9) covered by the earlier trade mark. As the defendant rightly points out, in today's high-tech society,
almost no electronic or digital equipment functions without the use of computers in one form or another. To
acknowledge similarity in all cases in which the earlier right covers computers and where the goods or
services covered by the mark applied for may use computers clearly exceeds the scope of the protection
granted by the legislature to the proprietor of a trade mark. Such a position would lead to a situation in which
the registration of computer hardware or software would in practice exclude subsequent registration of any
type of electronic or digital process or service exploiting that hardware or software. That exclusion is not in
any event legitimate in the present case, since the Community trade mark application is exclusively for
telecommunications in their various forms, whereas the earlier registration makes no reference to any activity
in that sector. Furthermore, as the Board of Appeal rightly pointed out, there is nothing to stop the applicant
from also registering its trade mark in respect of telephony.

70. Consequently, it must be found that the goods and services in question are not similar. There is however
one exception. The leasing of computers and computer programs' which appears in the Community trade mark
application (Class 42) and the applicant's computers' and computer programs recorded on data carriers' (Class
9) are similar by reason of their complementarity.

71. It follows from the foregoing that the Court must reject the applicant's arguments in respect
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of the comparison of the goods and services, with the exception of that in respect of the similarity between
the leasing of computers and computer programs' which appears in the Community trade mark application
(Class 42) and the applicant's computers' and computer programs recorded on data carriers' (Class 9).

- The comparison of the signs

72. It is clear from established case-law that the global assessment of the likelihood of confusion, as far as
concerns the visual, aural or conceptual similarity of the marks at issue, must be based on the overall
impression given by the marks, bearing in mind, inter alia, their distinctive and dominant components (see
Case T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003]
ECR II-4335, paragraph 47, and the case-law cited).

73. The applicant considers that the two signs OBELIX and MOBILIX are very similar. Visually, they are
almost the same length and have a similar sequence of letters and, aurally, they sound very similar. Given that
the initial letter m' of the mark applied for produces a weak sound, it is moreover likely that it would be
misheard in a noisy environment.

74. In the contested decision, the Board of Appeal found that the signs in question were similar. It stated that
the two signs were composed of the same number of syllables, the same sequence of consonants B-L-X, a
similar sequence of vowels O-I (or E)-I and were of the same length. Those common characteristics give the
general impression of similarity. That impression is stronger aurally but is also appreciable visually,
particularly given the ix' suffix. Lastly, it concluded that whilst the conceptual differences between the two
trade marks were not negligible, they did not offset the visual and aural similarities.

75. First, as regards the visual comparison it should be found at the outset that the trade marks in question
are both word marks. MOBILIX is made up of seven letters and the earlier trade mark OBELIX of six letters.
Although they have in common the OB' combination of letters and the LIX' ending, they have a number of
significant visual differences, such as the letters following OB' (E' in the first case and I' in the second), the
beginning of the words (the Community trade mark applied for begins with M' and the earlier trade mark with
O') and their length. It should be noted in this regard that the attention of the consumer is usually directed to
the beginning of the word (Joined Cases T-183/02 and T-184/02 El Corte Inglés v OHIM - Gonzalez
Cabello and Iberia Líneas Aéreas de España (MUNDICOR) [2004] ECR II-0000, paragraph 83).

76. Consequently, it must be concluded that the signs in question are not visually similar or that, at most,
they are visually very slightly similar.

77. Second, as regards the aural comparison, it should be noted that the two trade marks are pronounced with
three syllables, O-BE-LIX and MO-BIL-IX or MO-BI-LIX. It is true that the first syllable of the Community
trade mark applied for, MO', is clearly pronounced, which helps to distinguish the marks in question, but it
should not be forgotten that the initial M', because weakly voiced, may nevertheless sometimes be missed by
the listener. Furthermore, the second and third syllables are pronounced in a very similar way, and indeed
identically in the case of the third syllable.

78. Given those factors, it must be found that the signs in question have a certain aural similarity.

79. Third, as regards the conceptual comparison, it should be noted that the words mobilix' and obelix' have
no meaning in any of the official languages of the European Union. However, whilst the term mobilix' may
readily be perceived as referring to something mobile or to mobility, the term obelix', even if the name has
been registered as a word mark, that is to say with no visual reference to the comic strip character, will
readily be identified by the average member of the public with the corpulent character from the comic strip
series, widely known throughout the European

© An extract from a JUSTIS database



62003A0336 European Court reports 2005 Page 00000 13

Union, which tells of his adventures together with Asterix. This specific representation of a popular character
makes it extremely unlikely that there could be any confusion in the public mind between words which are
more or less similar (Starix , paragraph 22 above, paragraph 58).

80. Such conceptual differences can in certain circumstances counteract the visual and aural similarities
between the signs concerned. For there to be such a counteraction, at least one of the signs at issue must
have, from the point of view of the relevant public, a clear and specific meaning so that the public is capable
of grasping it immediately (BASS , paragraph 72 above, paragraph 54, and PICARO , paragraph 33 above,
paragraph 56). In the present case, this is so for the word sign OBELIX, as has just been pointed out in the
previous paragraph.

81. It follows that the conceptual differences separating the signs at issue are, in the present case, such as to
counteract the aural similarities and any visual similarities noted above.

82. With regard to the assessment of the likelihood of confusion, it should be observed that the differences
between the signs in question are sufficient to rule out any likelihood of confusion in the perception of the
target public. Such a likelihood would presuppose that both the degree of similarity of the trade marks in
question and that of the goods or services designated by those marks were sufficiently high (Starix ,
paragraph 22 above, paragraph 59).

83. In those circumstances, the Board of Appeal's assessment of the distinctiveness of the earlier trade mark
and the applicant's claims as to the reputation of that trade mark have no bearing on the application of Article
8(1)(b) of Regulation No 40/94 in the present case (see, to that effect, Starix , paragraph 22 above,
paragraph 60).

84. A likelihood of confusion presupposes that the signs as well as the goods and services designated are
identical or similar, and the reputation of a mark is one factor which must be taken into account when
determining whether the similarity between the signs or between the goods and services is sufficient to give
rise to a risk of confusion (see, to that effect and by analogy, Canon , paragraph 59 above, paragraph 22
and 24). Since, however, in the present case, the signs in dispute cannot be regarded as identical or similar,
the fact that the earlier mark is widely known or enjoys a reputation in the European Union cannot alter the
overall assessment of the likelihood of confusion (see to that effect, Starix , paragraph 22 above, paragraph
61).

85. Lastly, the Court must reject the applicant's argument that, because of the ix' suffix, it is entirely
conceivable that the term mobilix' would insinuate itself into the family of trade marks made up of the
characters from the Asterix' series and that it would be understood as a derivation of the term obelix'. It
suffices to note in that regard that the applicant cannot claim an exclusive right to the use of the ix' suffix.

86. It is clear from the foregoing that one of the essential conditions for applying Article 8(1)(b) of
Regulation No 40/94 has not been satisfied. It therefore follows that the Board of Appeal was right in finding
that there is no likelihood of confusion between the mark claimed and the earlier mark.

87. In those circumstances, the plea alleging an infringement of that provision must be rejected and it is not
necessary to examine the applicant's arguments under that plea regarding the alleged reputation of the earlier
trade mark. Similarly, there is no need to accede to the applicant's request for witnesses to be heard in order
to demonstrate that reputation. Lastly, it is also apparent that the finding that the leasing of computers and
computer programs' which appears in the Community trade mark application (Class 42) and the applicant's
computers' and computer programs recorded on data carriers' (Class 9) (see paragraph 71 above) is irrelevant.

88. Accordingly, the action brought by the applicant must be dismissed.
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Costs

89. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs, as applied for by OHIM.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Deutsche Post EURO EXPRESS

GmbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - EUROPREMIUM - Absolute ground for refusal - Descriptive nature - Article

7(1)(c) of Regulation (EC) No 40/94. Case T-334/03.

In Case T-334/03,

Deutsche Post EURO EXPRESS GmbH, represented initially by G. Lindhofer and subsequently by K.-U.
Jonas, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented initially by
U. Pfleghar and G. Schneider and subsequently by A. von Mühlendahl and G. Schneider, acting as Agents,

defendant,

ACTION against the decision of the Fourth Board of Appeal of OHIM of 20 June 2003 (Case R 348/2002-4)
regarding registration of the sign EUROPREMIUM as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of J. Azizi, President, M. Jaeger and O. Czucz, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on

29 September 2003,

having regard to the response lodged at the Registry of the Court of First Instance on

23 January 2004,

further to the hearing on

29 September 2004,

gives the following

Judgment

Costs

48. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the Office
has been unsuccessful, it must be ordered to pay the costs incurred by the applicant, in accordance with the
form of order sought by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 20 June 2003 (Case R 348/2002-4);
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2. Orders the defendant to pay the costs.

Background to the dispute

1. On 24 March 2000 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark in respect of which registration was sought was the sign EUROPREMIUM.

3. The goods and services in respect of which registration was sought are in Classes 16, 20, 35 and 39 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions:

- Class 16: Paper, cardboard and goods made from these materials ..., in particular packing paper, paper bags,
paper envelopes; cardboard and cardboard goods, namely cardboard cartons, cardboard for packaging, and
cardboard envelopes for transporting goods of all types; printed matter, newspapers, pamphlets, periodicals and
books; labels (not of textile); instructional and teaching material (except apparatus) relating to the transport of
parcels and items sent by post; plastic materials for packaging, in particular air-cushioned plastic packaging,
bags, film and envelopes of plastic for packaging; plastic materials for packaging, plastic containers...';

- Class 20: Goods of wood, cork, reed, cane, wicker, horn, bone, ivory, whalebone, shell, amber,
mother-of-pearl, meerschaum and substitutes for all these materials, or of plastics...; in particular containers
and packaging of wood or plastic (all not of metal) for the transport of goods of all kinds, plastic materials
for packaging, plastic film for packaging, plastic bags, chests, boxes and pallets of wood or plastic, cans,
chests and boxes with and without lids, shelves for storage, trestles, lids for containers, decorative articles of
plastic for foodstuffs, boxes for cutlery, containers, transport containers, barrels, casks, vats, baskets, bottle
holders';

- Class 35: Advertising; business management; business administration; office functions; in particular the
organisation of trade fairs and exhibitions...; computer-aided transport and tracking of goods and parcels;
management support, namely business management assistance; management consultancy; temporary
employment agencies; drawing-up of statistics; bookkeeping; auctioneering services; business investigations;
marketing; market research and market analysis; opinion polling; shop-window dressing; business advice;
organisation consultancy; business consultancy and advisory services; personnel consultancy; office machines
and equipment rental; arranging and concluding commercial transactions for others; arranging contracts for the
buying and selling of goods; distribution of goods for advertising purposes; document reproduction;
advertising; radio and television advertising; cinema advertising';

- Class 39: Transport and storage; all services included in [that class], in particular transport, storage,
collection, packaging, warehousing, delivery and electronic follow-up services for letters, documents,
information, messages, printed materials, parcels and other goods, international courier services, namely the
individual cross-border transporting of letters, documents and other written materials by courier, door-to-door
by road, rail, sea and air; services in connection with the transport of the aforesaid goods, namely the storage,
warehousing, packaging and delivery thereof, transport of goods by road, rail, sea and air, loading and
unloading of ships, salvage of vessels and their cargoes, porterage, storage of goods, furniture, transport of
money and valuables, arrangement of transport services'.

4. By decision of 21 February 2002 the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the trade mark requested was descriptive of the goods and services
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in question and devoid of any distinctive character within the meaning of Article 7(1)(b) and (c) of that
regulation.

5. On 22 April 2002 the applicant filed notice of appeal against the examiner's decision with the Office on the
basis of Articles 57 to 62 of Regulation No 40/94.

6. By decision of 20 June 2003 (the contested decision') the Fourth Board of Appeal of the Office dismissed
the appeal on the ground that Article 7(1)(c) of Regulation No 40/94 precluded registration of the mark
EUROPREMIUM since the mark was likely to be perceived by consumers as an indication of the notable
quality and European origin of the goods and services covered by the mark application.

Forms of order sought

7. In its application the applicant claims that the Court should:

- annul the contested decision to the extent that the Office declares in it that EUROPREMIUM' does not
satisfy the requirements of Article 7(1)(b) and (c) of Regulation No 40/94;

- order the application for Community trade mark EUROPREMIUM to be published in accordance with
Article 40 of Regulation No 40/94;

- in the alternative, refer the case back to the Board of Appeal;

- order the Office to pay the costs.

8. The Office contends that the Court should:

- declare inadmissible the applications for annulment of the contested decision in that it refused registration of
the mark on the basis of Article 7(1)(b) of Regulation No 40/94, for an order that the Office publish that
mark application and for referral of the case back to the Board of Appeal;

- dismiss the remainder of the action;

- order the applicant to pay the costs.

9. By letter of 20 September 2004 the applicant withdrew the second and third heads of its claim.

10. At the hearing, the applicant specified that its action sought annulment of the contested decision inasmuch
as the Office had declared in it that EUROPREMIUM' did not satisfy the requirements of Article 7(1)(c) of
Regulation No 40/94.

Law

11. In support of its action the applicant puts forward a single plea in law based on infringement of Article
7(1)(c) of Regulation No 40/94.

Arguments of the parties

12. The applicant points out that the determining element of a mark consists in its ability to distinguish the
goods of one company from those of another company and notes that a sign's distinctiveness must be assessed
by reference to the relationship between the sign and a specific product or service and not in an abstract
manner.

13. It submits that a mark should be registered if it is not, when considered as a whole, exclusively
descriptive. It asserts that a distinctive sign which could be understood otherwise than as the description of the
product or of one of its qualities is not exclusively descriptive and on that basis would be capable of
constituting a mark.

14. The applicant adds that the word europremium' has several meanings and that it should therefore
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be regarded as distinctive.

15. At the hearing, the applicant relied on the judgment in Case T-360/00 Dart Industries v OHIM (UltraPlus
) [2002] ECR II-3867. It notes that the Court held in that judgment that when an undertaking extols, indirectly
and in an abstract manner, the excellence of its products by way of the sign UltraPlus, yet without directly
and immediately informing the consumer of one of the specific characteristics of the goods in question, it is a
case of evocation and not designation for the purposes of Article 7(1)(c) of Regulation No 40/94 (paragraph
27 of the judgment). The applicant observes that, in that judgment, the Court annulled the contested decision,
stating that, in failing to relate its analysis to the goods in question and in failing to show that the sign in
question might serve to designate the goods concerned directly, the Board of Appeal had infringed Article
7(1)(c) of Regulation No 40/94 (paragraph 29 of the judgment).

16. The applicant considers that, in the present case, the Office has made the same mistake as that found by
the Court in UltraPlus by finding that EUROPREMIUM is descriptive of the goods and services referred to in
the application for registration whereas there is no direct and concrete link between the goods and services
and the word sign at issue.

17. The Office considers that the Board of Appeal correctly established that EUROPREMIUM is a descriptive
indication for which registration as a mark must be refused. It notes that, in accordance with the judgment in
Case T-356/00 DaimlerChrysler v OHIM (CARCARD ) [2002] ECR II-1963, paragraph 30, in order to be
refused registration under Article 7(1)(c) of Regulation No 40/94, at least one of the possible meanings of a
word sign must designate a characteristic of the goods or services concerned.

18. The Office submits that a combination of words beginning with the term euro' must be understood as
referring to Europe and not to the euro as a single currency. With regard to the word premium', it submits
that it is an English word of Latin origin which is used in other languages of the European Union and means
of particular quality' or of high quality'. It considers that those two meanings are obvious to the consumers
concerned. As a result, consumers perceive the word sign in question as designating high-quality goods
coming from Europe.

19. The Office submits, furthermore, that the descriptive indications are not merely indications whose content
may be checked for accuracy, but also indications restricted to general praise as to the quality or other
characteristics of the goods. It considers that the sign for which registration was sought describes the goods
and services in question, or at least one of their characteristics, sufficiently exactly for Article 7(1)(c) of
Regulation No 40/94 to be applicable.

20. At the hearing, the Office relied on two judgments of the Court of Justice, in Case C-265/00 Campina
Melkunie [2004] ECR I-0000 and Case C-363/99 Koninklijke KPN Nederland [2004] ECR I-0000, regarding
the interpretation of Article 3(1)(c) of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), which is worded in
terms almost identical to those of Article 7(1)(c) of Regulation No 40/94. In those judgments, the Court of
Justice indicated that Article 3(1)(c) of Directive 89/104 must be interpreted as meaning that a trade mark
consisting of a word or a neologism composed of elements each of which is descriptive of characteristics of
the goods or services in respect of which registration is sought is itself descriptive, unless there is a
perceptible difference between the word or neologism and the mere sum of its parts (paragraphs 43 and 104
of the judgments respectively).

21. The Office considers that, since the sign EUROPREMIUM is composed of two descriptive elements and
there is no perceptible difference between it and the mere sum of its parts, the Board of Appeal correctly
refused its registration.
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Findings of the Court

22. Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered. Furthermore, Article 7(2) of Regulation No
40/94 provides that [p]aragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in
only part of the Community'.

23. Article 7(1)(c) of Regulation No 40/94 prohibits the signs and indications referred to therein from being
reserved to one undertaking alone because they have been registered as trade marks. That provision therefore
pursues an aim in the public interest, which requires that such signs and indications may be freely used by all
(see, to that effect, judgments in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR
I-2779, paragraph 25; Case T-106/00 Streamserve v OHIM (STREAMSERVE ) [2002] E CR II-723,
paragraph 36; and CARCARD , cited in paragraph 17 supra, paragraph 24).

24. The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are only those which may
serve, in normal usage from the point of view of the target public, to designate, either directly or by reference
to one of their essential characteristics, the goods or services in respect of which registration is sought (Case
C-383/99 P Procter &amp; Gamble v OHIM [2001] ECR I-6251, paragraph 39).

25. Consequently, for a sign to fall within the scope of the prohibition in that provision, it must suggest a
sufficiently direct and concrete link to the goods or services in question to enable the public concerned
immediately, and without further thought, to perceive a description of the category of goods and services in
question or of one of their characteristics (see, to that effect, judgments in Case T359/99 DKV v OHIM
(EuroHealth ) [2001] ECR II-1645, paragraph 36; UltraPlus , cited in paragraph 15 supra, paragraph 26; and
Case T-311/02 Lissotschenko and Hentze v OHIM (LIMO ) [2004] ECR II-0000, paragraph 30).

26. Accordingly, a sign's descriptiveness can only be assessed by reference to the goods or services concerned
and to the way in which it is understood by a specific intended public (CARCARD , cited in paragraph 17
supra, paragraph 25, and UltraPlus , cited in paragraph 15 supra, paragraph 22).

27. In the present case, the goods and services for which registration was sought are, in particular, goods in
various materials intended for packaging, storage or transport, advertising, management or business assistance
services and transport and storage services.

28. With regard to the public targeted, the Board of Appeal found that the relevant public was the general
public (paragraph 9 of the contested decision). The Court considers in that regard that, since the goods and
services in question are intended for consumers in general, the Board of Appeal's analysis is correct.
Furthermore, the existence of the absolute ground for refusal referred to in this case was raised, as the Office
confirmed in reply to the Court's questions, only in respect of one of the languages spoken in the Community,
namely English (paragraph 10 of the contested decision). Thus, pursuant to Article 7(2) of Regulation No
40/94, the relevant public in relation to which the absolute ground for refusal should be assessed is
English-speaking consumers (see, to that effect, judgment in Case T-219/00 Ellos v OHIM (ELLOS ) [2002]
ECR II-753, paragraph 31).

29. With regard to the meaning of the word europremium', it is clear from paragraphs 10 and 11 of the
contested decision that, for the Office, the prefix euro' will be understood as a reference to the adjective
European' and premium' means in English of high quality' and that the composite word thus created therefore
gives right in the consumer's mind to the impression that he is dealing
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with quality goods or services coming from Europe.

30. In that connection the fact that, as the applicant claims, the word europremium' does not have a clear and
specific meaning cannot affect the assessment of its descriptiveness. It must be recalled that, in order to come
within Article 7(1)(c) of Regulation No 40/94, it is sufficient that at least one of the possible meanings of a
word sign designates a characteristic of the goods or services concerned (CARCARD , cited in paragraph 17
supra, paragraph 30). Therefore even though the word premium' has other meanings and the introduction of
the single currency is likely to have altered, even in countries not part of the economic and monetary union,
the understanding which the public targeted may have of the prefix euro', the Court can only declare that the
meaning adopted by the Board of Appeal is one of the possible meanings of the word europremium'.

31. As regards the nature of the link between the word europremium' and the goods and services in question,
the Board of Appeal found, in paragraph 12 of the contested decision, that that word designates their quality
and geographical origin.

32. It must therefore be considered whether the sign EUROPREMIUM, understood as an allusion to
high-quality goods and services of European origin, suggests, from the point of view of the English-speaking
public, a direct and concrete link to the goods and services in question such as to bring the sign within the
scope of the prohibition under Article 7(1)(c) of Regulation No 40/94.

33. At the hearing, the Office contended that the Court of Justice had held, in relation to the interpretation of
Directive 89/104, that a mark consisting of a word or neologism composed of elements, each of which is
descriptive of characteristics of the goods or services in respect of which registration is sought, is itself
descriptive, unless there is a perceptible difference between the word or neologism and the mere sum of its
parts (Campina Melkunie , cited in paragraph 20 supra, paragraph 43, and Koninklijke KPN Nederland , cited
in paragraph 20 supra, paragraph 104).

34. In that regard, it should be observed that, in those cases, the descriptive nature of the elements making up
the mark for which registration had been requested was not in any doubt. Contrary to the Office's claim,
however, the sign at issue in the present case is not composed of elements descriptive of the goods and
services referred to by the applicant.

35. Firstly, with regard to the prefix euro', it is important to note that only those signs descriptive of the
essential characteristics of the goods or services in question, which as such may serve in common parlance to
designate those goods or services, come within the prohibition in Article 7(1)(c) of Regulation No 40/94
(Procter &amp; Gamble v OHIM , cited in paragraph 24 supra, paragraph 39). The Board of Appeal, after
asserting in the contested decision that the prefix euro' was to be understood as a reference to the origin of
the goods and services in question, gave no reasoning to show that origin is an essential characteristic of the
goods and services covered by the trade mark application, which the target public is liable to take into
account when making a choice (see, to that effect, ELLOS , cited in paragraph 28 supra, paragraph 42, and
Case T-222/02 HERON Robotunits v OHIM (ROBOTUNITS ) [2003] ECR II-0000, paragraph 44) and which
permits that public immediately and without further thought to establish a direct and concrete link to those
goods and services. The Board of Appeal therefore failed to prove, in the contested decision, that the prefix
euro' is descriptive of the goods and services at issue.

36. In any event, the Court notes that origin is not an essential characteristic of goods and services relating to
postal transport. The geographical origin of goods in Classes 16 and 20, which are, essentially, goods intended
for packaging of items of all kinds, is manifestly not a characteristic which determines the consumer's choice,
which will be made on the basis of factors such as the dimensions of the packaging or its durability. With
regard to the services in Classes 35 and 39, there is
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again no reason to believe that origin is a characteristic taken into account by the average consumer when
making his choice. Consequently the prefix euro' does not designate the goods and services at issue either
directly or by reference to one of their essential characteristics and is therefore not descriptive of them.

37. Secondly, with regard to the word premium', it is important to note that when an undertaking extols,
indirectly and in an abstract manner, the excellence of its products, yet without directly and immediately
informing the consumer of one of the qualities or specific characteristics of the goods and services in
question, it is a case of evocation and not designation for the purposes of Article 7(1)(c) of Regulation No
40/94 (UltraPlus , cited in paragraph 15 supra, paragraph 27, and, to that effect, Case T-24/00 Sunrider v
OHIM (VITALITE ) [2001] ECR II-449, paragraphs 22 to 24).

38. The Court has thus held that registration of a trade mark which consists of signs or indications that are
also used as advertising slogans, indications of quality or incitements to purchase the goods or services
covered by that mark is not excluded as such by virtue of such use on the sole condition that the mark may
be perceived immediately as an indication of the commercial origin of the goods or services in question, so as
to enable the relevant public to distinguish, without any possibility of confusion, the goods or services of the
owner of the mark from those of a different commercial origin (Case T-122/01 Best Buy Concepts v OHIM
(BEST BUY ) [2003] ECR II-2235, paragraph 21).

39. However, that ability of a sign to be perceived as an indication of the commercial origin of the goods and
services must be assessed in the context of Article 7(1)(b) of Regulation No 40/94 (Case C-329/02 P SAT.1
SatellitenFernsehen v OHIM [2004] ECR I-0000, paragraphs 23 and 25; Case T-79/00 Rewe-Zentral v OHIM
(LITE ) [2002] ECR II-705, paragraph 26; and Case T-281/02 Norma Lebensmittelfilialbetrieb v OHIM (Mehr
Für Ihr Geld ) [2004] ECR II0000, paragraph 24).

40. It follows that signs which are laudatory in nature and evoke abstract qualities which an undertaking seeks
to confer on its own goods or services for advertising purposes must be examined in the light of Article
7(1)(b) of Regulation No 40/94.

41. By contrast, to come within the scope of Article 7(1)(c) of Regulation No 40/94, the sole provision at
issue in the present case, a word sign must serve to designate in a specific, precise and objective manner the
essential characteristics of the goods and services at issue (see, to that effect, VITALITE , cited in paragraph
37 supra, paragraph 23; Case T87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK ) [2001] ECR
II-1259, paragraphs 29 and 31; and UltraPlus , cited in paragraph 15 supra, paragraph 28).

42. Furthermore, as the applicant correctly observes, the Court has already held that a term flattering in
nature, such as UltraPlus, was, however, not descriptive of the goods at issue, in that case plastic ovenware,
since it did not permit the consumer immediately and without further reflection to make a definite and direct
association with the goods in question (UltraPlus , cited in paragraph 15 supra, paragraph 26, and, to that
effect, VITALITE , cited in paragraph 37 supra, paragraphs 22 to 24).

43. The word premium', in the meaning adopted by the Board of Appeal, is merely a laudatory term evoking
a characteristic that the applicant seeks to attribute to its own goods, yet without informing consumers of the
specific and objective characteristics of the goods or services offered. That term cannot, therefore, serve to
designate the type of goods and services in question, either directly or by reference to their essential
characteristics.

44. Since the word sign EUROPREMIUM is therefore not composed of elements descriptive of the
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goods and services in question, the judgments of the Court of Justice in Campina Melkunie and Koninklijke
KPN Nederland , both cited in paragraph 20 supra, relied upon by the Office, are not relevant in the present
case. It only remains to consider whether, despite that lack of descriptiveness of the elements of which the
sign in question is composed, that sign, taken as a whole, enables the target public to establish a direct and
concrete link to the goods and services for which registration was sought.

45. In that regard it is appropriate to point out that the Board of Appeal did not establish in the contested
decision that the term EUROPREMIUM', taken as a whole, was or could be a generic or usual name to
identify or distinguish goods intended for packaging, storage or transport, advertising, management or business
assistance services or transport and storage services (see, to that effect, Case T-34/00 Eurocool Logistik v
OHIM (EUROCOOL ) [2002] ECR II-683, paragraph 50). The contested decision merely indicates that the
word sign evokes in the consumer's mind the impression of high-quality European goods and services without
showing that that characteristic would enable the consumer immediately and without further thought to
establish a direct and concrete link to the abovementioned goods and services.

46. Thus, in failing to relate its analysis to the goods and services in question and in failing to show that the
word sign EUROPREMIUM, understood as a reference to high-quality goods and services coming from
Europe, might serve to designate those goods and services directly, the Board of Appeal infringed Article
7(1)(c) of Regulation No 40/94.

47. The contested decision must therefore be annulled.
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ARRÊT DU TRIBUNAL (première chambre) 

10 juillet 2006 (*) 

« Marque communautaire – Procédure d’opposition – Demande de marque communautaire verbale 
LA BARONNIE – Marque nationale verbale antérieure BARONIA – Preuve de l’usage de la marque 

antérieure – Preuves produites pour la première fois devant la chambre de recours – Recevabilité − 
Étendue de l’examen opéré par les chambres de recours − Articles 62 et 74 du règlement (CE) 

n° 40/94 » 

Dans l’affaire T-323/03, 

La Baronia de Turis, Cooperativa Valenciana, établie à Turís (Espagne), représentée par Me J. 
Carreño Moreno, avocat, 

partie requérante,

contre 

Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles)
(OHMI), représenté par Mme S. Petrequin et M. A. Folliard-Monguiral, en qualité d’agents, 

partie défenderesse,

l’autre partie à la procédure devant la chambre de recours de l’OHMI, intervenant devant le 
Tribunal, étant 

Baron Philippe de Rothschild SA, établie à Pauillac (France), représentée par Me K. Manhaeve, 
avocat, 

ayant pour objet un recours contre la décision de la deuxième chambre de recours de l’OHMI du 9 
juillet 2003 (affaire R 57/2003-2), relative à une procédure d’opposition entre La Baronia de Turis, 
Cooperativa Valenciana et Baron Philippe de Rothschild SA 

LE TRIBUNAL DE PREMIÈRE INSTANCE 
DES COMMUNAUTÉS EUROPÉENNES (première chambre), 

composé de MM. J. D. Cooke, président, R. García-Valdecasas et Mme V. Trstenjak, juges,

 

greffier : M. J. Plingers, administrateur, 

vu la procédure écrite et à la suite de l’audience du 17 novembre 2005, 

rend le présent 

Arrêt 

 Cadre juridique 

1       L’article 59, l’article 62, paragraphe 1, et l’article 74 du règlement (CE) n° 40/94 du Conseil, du 20 
décembre 1993, sur la marque communautaire (JO 1994, L 11, p. 1), tel que modifié, disposent : 

« Article 59 
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Délai et forme 

Le recours [devant la chambre de recours] doit être formé par écrit auprès de l’Office [de 
l’harmonisation dans le marché intérieur (marques, dessins et modèles)] dans un délai de deux mois 
à compter du jour de la notification de la décision. Le recours n’est considéré comme formé qu’après 
paiement de la taxe de recours. Un mémoire exposant les motifs du recours doit être déposé par
écrit dans un délai de quatre mois à compter de la date de la notification de la décision. 

[...] 

Article 62 

Décision sur le recours 

1.       À la suite de l’examen au fond du recours, la chambre de recours statue sur le recours. Elle
peut, soit exercer les compétences de l’instance qui a pris la décision attaquée, soit renvoyer 
l’affaire à ladite instance pour suite à donner.  

[...] 

Article 74  

Examen d’office des faits 

1.       Au cours de la procédure, l’Office procède à l’examen d’office des faits ; toutefois, dans une 
procédure concernant les motifs relatifs de refus d’enregistrement, l’examen est limité aux moyens 
invoqués et aux demandes présentées par les parties.  

2. L’Office peut ne pas tenir compte des faits que les parties n’ont pas invoqués ou des preuves 
qu’elles n’ont pas produites en temps utile. »  

 Antécédents du litige  

2       Le 26 janvier 2001, Baron Philippe de Rothschild SA (ci-après « l’intervenante ») a présenté une 
demande de marque communautaire à l’Office de l’harmonisation dans le marché intérieur 
(marques, dessins et modèles) (OHMI), en vertu du règlement nº 40/94. 

3       La marque dont l’enregistrement a été demandé est le signe verbal LA BARONNIE. Le 23 juillet
2001, la demande de marque a été publiée au Bulletin des marques communautaires. 

4       Les produits pour lesquels l’enregistrement a été demandé relèvent de la classe 33 de
l’arrangement de Nice concernant la classification internationale des produits et des services aux 
fins de l’enregistrement des marques, du 15 juin 1957, tel que révisé et modifié, et correspondent à
la description suivante : « boissons alcooliques (à l’exception des bières) ». 

5       Le 2 octobre 2001, La Baronia de Turis, Cooperativa Valenciana a formé une opposition à
l’enregistrement de la marque communautaire demandée. L’opposition visait tous les produits 
désignés dans la demande de marque communautaire. 

6       Le motif invoqué à l’appui de l’opposition était le risque de confusion, visé par l’article 8, paragraphe 
1, sous b), du règlement n° 40/94, entre la marque demandée et une marque antérieure dont la
requérante est titulaire. La marque antérieure en question est la marque verbale BARONIA,
enregistrée en Espagne le 3 novembre 1976 sous le numéro 699.163/7. Les produits pour lesquels
la marque antérieure est enregistrée relèvent de la classe 33 et correspondent à la description
suivante : « toutes sortes de vins ».  

7       L’opposition était également fondée sur l’article 8, paragraphe 4, du règlement n° 40/94. À cet 
égard, la requérante a également invoqué, sous la rubrique 99, intitulée « Explication des motifs », 
du formulaire d’opposition, des droits exclusifs attachés à son nom commercial La Baronia de Turis,
Coop. V. En revanche, les rubriques 82 à 85 et 97 du formulaire d’opposition, qui permettent à 
l’opposant d’invoquer l’existence d’un signe antérieur utilisé dans la vie des affaires comme 
fondement juridique à l’opposition, en application de l’article 8, paragraphe 4, du règlement 
n° 40/94, n’ont pas été remplies par la requérante. 
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8       Le 28 janvier 2002, la requérante a déposé des documents destinés à prouver l’usage de la marque 
antérieure, à savoir : un diplôme de médaille d’or de l’exposition internationale de Barcelone en 
1929, une copie d’un billet de loterie de 1946, quatre copies d’étiquettes non datées, cinq 
échantillons d’étiquettes, dont une datée de 2000, deux copies d’étiquettes de 1929, une brochure 
sur les vins BARONIA, deux copies d’une photographie publicitaire utilisée sur les bus en Espagne en
1984, une copie non datée d’une photographie de bouteilles de vin, une copie non datée d’un article 
sur les vins et une copie non datée d’étiquettes de bouteilles de vin. 

9       Par note du 5 juillet 2002, l’intervenante s’est adressée à la division d’opposition de l’OHMI pour 
demander, conformément à l’article 43, paragraphes 2 et 3, du règlement n° 40/94, que la 
requérante apporte la preuve d’un usage de la marque antérieure sur laquelle l’opposition était 
fondée. L’intervenante précisait dans son courrier :  

« Nous demandons que l’opposant apporte la preuve de l’usage de la marque invoquée à l’appui de 
l’opposition durant les cinq dernières années. Les documents qu’il a transmis le 4 avril 2002 ne 
prouvent pas un usage effectif et ne sont pas datés de la période concernée. »  

10     Le 9 juillet 2002, l’OHMI a demandé à la requérante d’apporter cette preuve avant le 10 septembre 
2002, en lui précisant que son opposition serait rejetée pour tous les biens ou services pour lesquels
la preuve d’un usage de la marque antérieure n’aurait pas été rapportée. La requérante n’a pas 
produit de nouveaux documents. 

11     Le 19 novembre 2002, la division d’opposition a rejeté l’opposition, au motif que les preuves étaient 
insuffisantes pour établir un usage sérieux de la marque BARONIA au cours des cinq années
précédant la demande de marque communautaire. Elle a relevé que le diplôme, le billet de loterie et
les étiquettes de 1929 ne se rapportaient manifestement pas à la période de référence – comprise 
entre le 23 juillet 1996 et le 23 juillet 2001 – et que les autres documents ne fournissaient pas 
d’indication quant à la période ou à l’étendue de l’usage de la marque antérieure pour les produits 
enregistrés. Pour ce qui est de la période de référence, elle n’a relevé qu’une seule étiquette datée 
de 2000. En ce qui concerne l’étendue de l’usage, elle a constaté qu’aucune information de nature 
quantitative ne pouvait ressortir des documents versés. Quant au moyen fondé sur l’article 8, 
paragraphe 4, du règlement n° 40/94, la division d’opposition a rejeté l’opposition au motif que la 
requérante n’avait pas suffisamment rapporté la preuve d’un usage réel, dont la portée n’était pas 
seulement locale, du nom commercial La Baronia de Turis, Coop. V. dans la vie des affaires au
moment où la demande de marque communautaire a été déposée. Elle a relevé que, pareillement,
aucune indication quant à l’étendue, la période et la durée de l’usage de ce signe ne pouvait être 
déduite des documents qui avaient été soumis.  

12     Le 8 janvier 2003, la requérante a formé un recours contre la décision de la division d’opposition. À 
l’appui de son recours, elle a versé de nouvelles preuves, à savoir un acte authentique certifiant que 
la requérante était connue par le nom « La Baronia de Turis, Coop. V. », un acte authentique 
certifiant l’existence de bouteilles de vin commercialisées sous la marque BARONIA, des factures 
datées de 1993 à 2002, établies par les fournisseurs de la requérante pour des produits portant la
marque BARONIA, des factures émises par la requérante à l’ordre de plusieurs clients pour la vente 
de vins commercialisés sous la marque BARONIA, pour la période allant de 1996 à 2002, ainsi que
plusieurs liasses de factures émises par la requérante, datées des années 1999 à 2002, faisant état
de ventes de vins portant la marque BARONIA. 

13     Par décision du 9 juillet 2003, R 57/2003-2 (ci-après la « décision attaquée »), la deuxième 
chambre de recours de l’OHMI a rejeté le recours. Elle a confirmé l’appréciation des preuves qui 
avait été faite par la division d’opposition, ainsi que les conséquences qui en avaient été tirées par
cette dernière quant à l’insuffisance de preuve de l’usage. Quant à l’opposition fondée sur le nom 
commercial, la chambre de recours l’a considérée comme recevable mais non fondée, au motif que
l’opposante n’avait pas apporté de preuves suffisantes de l’usage du nom commercial et n’avait pas 
présenté les règles du droit national applicable. En ce qui concerne les preuves qui ont été
présentées pour la première fois au stade du recours, elle les a déclarées irrecevables, dès lors
qu’elles avaient été déposées après l’expiration du délai imparti par la division d’opposition.  

 Procédure et conclusions des parties 

14     Par requête reçue au greffe du Tribunal le 12 septembre 2003, la requérante a introduit le présent
recours.  
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15     L’OHMI et l’intervenante ont déposé leur mémoire au greffe du Tribunal, respectivement le 19 mars
2004 et le 8 mars 2004. 

16     Sur rapport du juge rapporteur, le Tribunal (première chambre) a décidé d’ouvrir la procédure orale. 

17     Les parties ont été entendues en leurs plaidoiries et en leurs réponses aux questions du Tribunal
lors de l’audience du 17 novembre 2005. 

18     La requérante conclut, en substance, à ce qu’il plaise au Tribunal : 

–       annuler la décision attaquée ; 

–       rejeter la demande d’enregistrement de la marque communautaire LA BARONNIE. 

19     À l’audience, la requérante a renoncé aux demandes de mesures d’instruction, qui figuraient dans sa 
requête, à l’exception de celle visant à ordonner à l’Oficina Española de Patentes y Marcas (Office 
des brevets et des marques espagnol, ci-après l’« OEPM ») de préciser le statut actuel de la marque 
BARONIA et d’indiquer quelle a été la documentation produite devant lui à l’appui de la demande de 
renouvellement de l’enregistrement n° 699.163/7. 

20     L’OHMI conclut à ce qu’il plaise au Tribunal : 

–       rejeter le recours ; 

–       condamner la requérante aux dépens. 

21     L’intervenante conclut, en substance, à ce qu’il plaise au Tribunal : 

–       rejeter le recours ; 

–       annuler la décision de la chambre de recours pour autant qu’elle a déclaré l’opposition de la 
requérante fondée sur l’article 8, paragraphe 4, du règlement n° 40/94 recevable et, en 
conséquence, déclarer l’opposition irrecevable pour autant qu’elle est fondée sur cette 
disposition ; 

–       condamner la requérante aux dépens. 

 En droit 

 Sur la demande visant au refus d’enregistrement de la marque communautaire demandée  

22     Dans le cadre de son deuxième chef de conclusions, la requérante vise, en substance, à demander
au Tribunal de refuser l’enregistrement de la marque demandée.  

23     À cet égard, il convient de rappeler que, conformément à l’article 63, paragraphe 6, du règlement 
nº 40/94, l’OHMI est tenu de prendre les mesures que comporte l’exécution de l’arrêt du juge 
communautaire. Dès lors, il n’appartient pas au Tribunal d’adresser une injonction à l’OHMI. Il 
incombe, en effet, à ce dernier de tirer les conséquences du dispositif et des motifs des arrêts du
Tribunal [arrêts du Tribunal du 31 janvier 2001, Mitsubishi HiTec Paper Bielefeld/OHMI (Giroform),
T-331/99, Rec. p. II-433, point 33 ; du 27 février 2002, Eurocool Logistik/OHMI (EUROCOOL),
T-34/00, Rec. p. II-683, point 12, et du 3 juillet 2003, Alejandro/OHMI – Anheuser-Busch 
(BUDMEN), T-129/01, Rec. p. II-2251, point 22].  

24     La demande de la requérante visant à ce que le Tribunal rejette la demande d’enregistrement de la 
marque communautaire LA BARONNIE est donc irrecevable. 

 Sur la demande d’annulation partielle de la décision attaquée introduite par l’intervenante 

25     Dans le cadre de son deuxième chef de conclusion, l’intervenante demande au Tribunal d’annuler la 
décision de la chambre de recours pour autant qu’elle a déclaré l’opposition de la requérante fondée 
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sur l’article 8, paragraphe 4, du règlement n° 40/94 recevable et, par conséquent, de déclarer l’opposition 
irrecevable pour autant qu’elle est fondée sur cette disposition.  

26     Il convient de rappeler que, selon l’article 134, paragraphe 3, du règlement de procédure du
Tribunal, un intervenant qui a été partie à la procédure devant la chambre de recours peut, dans
son mémoire en réponse, formuler des conclusions visant à l’annulation ou à la réformation de la 
décision de la chambre de recours sur un point non soulevé dans la requête et présenter des
moyens non soulevés dans la requête. Le deuxième chef de conclusions de l’intervenante est donc 
recevable. 

27     L’intervenante fait valoir que le formulaire d’opposition a été mal rempli par la requérante, 
notamment en ses parties relatives au motif juridique sur lequel l’opposition est fondée. Plus 
précisément, elle relève que la requérante a omis de cocher les rubriques 82 à 85 et 97, relatives à
l’existence d’un nom commercial en tant que signe antérieur utilisé dans la vie des affaires. Elle
ajoute que, si la requérante a mentionné l’existence de son nom commercial La Baronia de Turis,
Coop. V. à la rubrique 99, intitulée « Explication des motifs », du formulaire d’opposition, il ressort 
des indications de la requérante que la base légale de l’opposition était l’article 8, paragraphe 1, 
sous b), du règlement n° 40/94. Elle estime que, en tant qu’elle est fondée sur l’article 8, 
paragraphe 4, sous b), du règlement n° 40/94, l’opposition ne satisfait pas aux conditions définies 
par les règles applicables en matière de recevabilité des actes d’opposition. Elle en conclut que la 
chambre de recours aurait dû rejeter comme irrecevable l’opposition en ce qu’elle était fondée sur le 
nom commercial La Baronia de Turis, Coop. V.  

28     Le Tribunal relève que, en vertu de la règle 18, paragraphe 1, du règlement (CE) n° 2868/95 de la 
Commission, du 13 décembre 1995, portant modalités d’application du règlement n° 40/94 (JO 
L 303, p. 1), l’OHMI rejette l’opposition pour irrecevabilité lorsque l’acte d’opposition « n’indique pas 
clairement […] le droit antérieur sur la base […] duquel l’opposition est formée ». 

29     En l’espèce, s’il n’est pas contesté que la requérante a omis de cocher les rubriques 82 à 85 et 97
du formulaire d’opposition, qui permettent à l’opposant d’invoquer l’existence d’un signe antérieur 
utilisé dans la vie des affaires comme fondement juridique de l’opposition, il est également constant 
qu’elle a invoqué, à la rubrique 99, une protection liée à l’usage de son nom commercial La Baronia 
de Turis, Coop. V.  

30     Par ailleurs, il est avéré que l’OHMI n’a jamais considéré que l’acte d’opposition comportait une 
imprécision quant à l’invocation du nom commercial La Baronia de Turis, Coop. V. comme
fondement de l’opposition, et ce nonobstant les arguments soulevés en ce sens par l’intervenante 
dans son courrier du 5 juillet 2002. En effet, le courrier de l’OHMI du 9 juillet 2002, qui avait pour 
objet de transmettre à la requérante la demande de l’intervenante visant à exiger la preuve d’un 
usage sérieux de la marque BARONIA, ne contenait aucune demande d’explication sur ce point. 

31     Partant, c’est à bon droit que la décision attaquée a déclaré recevable l’opposition, en ce que celle-ci 
était fondée sur l’usage du nom commercial La Baronia de Turis, Coop. V., en vertu de l’article 8, 
paragraphe 4, du règlement n° 40/94. 

32     Le deuxième chef de conclusions de l’intervenante doit donc être rejeté comme non fondé.  

 Sur la demande d’annulation de la décision attaquée 

33     La requérante soulève, en substance, trois moyens d’annulation. Le premier moyen est tiré d’une 
violation des dispositions de l’article 43, paragraphes 2 et 3, du règlement n° 40/94 et de la règle 
22, paragraphe 1, du règlement n° 2868/95. Dans le cadre de ses deuxième et troisième moyens, la
requérante invoque une violation, respectivement, de l’article 8, paragraphe 4, du règlement 
n° 40/94 et de l’article 8, paragraphe 1, sous b), du règlement n° 40/94.  

34     Dans le cadre du premier moyen, en substance, la requérante fait valoir, d’une part, le caractère 
suffisant des preuves qu’elle a soumises à la division d’opposition afin de justifier de l’usage sérieux 
de sa marque antérieure et l’usage du nom commercial La Baronia de Turis, Coop. V. et allègue, 
d’autre part, la violation, par la chambre de recours, de son obligation d’examiner les preuves 
qu’elle a communiquées, pour la première fois, en annexe au mémoire exposant les motifs du
recours. 

 1. Sur le caractère suffisant des preuves produites devant la division d’opposition  
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–       Arguments des parties 

35     La requérante estime que la décision attaquée viole les dispositions applicables à la preuve de
l’usage de la marque antérieure et invoque l’article 43, paragraphes 2 et 3, du règlement n° 40/94 
ainsi que la règle 16, paragraphe 2, la règle 22, paragraphe 1, et la règle 92, paragraphe 1, du
règlement n° 2868/95. Selon elle, les preuves annexées à l’acte d’opposition étaient suffisantes 
pour démontrer un usage effectif de la marque visée par l’enregistrement espagnol n° 699.163/7, 
car elles démontraient clairement qu’elle n’a cessé depuis plus de soixante-quinze ans d’utiliser la 
dénomination BARONIA pour commercialiser des vins de toutes classes. De même, les formalités de
renouvellement de l’enregistrement qu’elle a accomplies constitueraient la preuve que cette marque
est toujours en vigueur. 

36     La requérante mentionne tout particulièrement le certificat d’enregistrement espagnol n° 699.163/7, 
qui indique que la demande d’enregistrement a été effectuée le 16 janvier 1973 et que la marque 
BARONIA a été renouvelée le 25 octobre 1996. Elle précise que, conformément à la législation
espagnole sur les marques, il est indispensable, pour obtenir le renouvellement d’une marque, de 
démontrer une utilisation de la marque concernée au cours des années qui précèdent
immédiatement la date de la demande de renouvellement. Le certificat d’enregistrement 
n° 699.163/7démontrerait donc de manière incontestable l’usage de la marque antérieure invoquée. 

37     L’OHMI et l’intervenante estiment que l’appréciation de la chambre de recours sur l’insuffisance des 
preuves produites devant la division d’opposition est fondée.  

38     L’OHMI considère également que c’est à juste titre que les instances de l’OHMI ont écarté tous les 
documents datés antérieurement à la période de référence. S’agissant des autres documents, il 
relève que ceux-ci, à l’exception d’une seule étiquette datée de 2000, ne sont pas datés et ne 
permettent pas de vérifier s’ils concernent la période pertinente. Par ailleurs, ces documents ne
permettraient pas d’établir l’étendue de l’usage de la marque antérieure, puisque, en l’espèce, 
aucune pièce n’indiquerait la quantité de bouteilles de vin vendues. 

39     Quant à la valeur probante du certificat d’enregistrement espagnol n° 699.163/7, l’OHMI relève que 
l’OEPM se contente, lorsqu’il procède au renouvellement d’un enregistrement, d’une déclaration sur 
l’honneur de la part de l’entreprise intéressée et ne procède à aucun examen de l’usage effectif de la 
marque dont le renouvellement est sollicité. Le certificat d’enregistrement ne constituerait, au 
mieux, qu’un indice d’un usage réel et sérieux qui ne serait corroboré par aucune preuve tangible et
vérifiable. 

40     L’intervenante ajoute que la requérante n’a ni justifié l’existence des conditions qui seraient 
prétendument imposées par la législation espagnole pour obtenir le renouvellement d’un 
enregistrement ni rapporté la preuve des documents qu’elle aurait soumis à l’OEPM. L’intervenante 
précise également que, s’il devait être tenu compte du renouvellement de la marque, intervenu le
25 octobre 1996, la requérante ne pourrait revendiquer un usage sérieux de sa marque antérieure
que pour une période de trois mois sur le total des cinq années pertinentes.  

–       Appréciation du Tribunal 

41     Selon une jurisprudence bien établie, l’usage sérieux d’une marque est un usage effectif, qui n’est 
pas uniquement destiné au maintien des droits conférés par la marque. Il doit s’agir d’un usage 
conforme à la fonction essentielle de la marque, qui est de garantir au consommateur ou à
l’utilisateur final l’identité d’origine d’un produit ou d’un service, en lui permettant de distinguer sans 
confusion possible ce produit ou ce service de ceux qui ont une autre provenance. La protection de
la marque et les effets que son enregistrement rend opposables aux tiers ne sauraient perdurer si la
marque perdait sa raison d’être commerciale, consistant à créer ou à conserver un débouché pour
les produits ou les services portant le signe qui la constitue, par rapport aux produits ou aux
services provenant d’autres entreprises [arrêt du Tribunal du 8 juillet 2004, MFE Marienfelde/OHMI
– Vétoquinol (HIPOVITON), T-334/01, Rec. p. II-2787, point 33 ; voir également, par analogie, arrêt 
de la Cour du 11 mars 2003, Ansul, C-40/01, Rec. p. I-2439, points 36, 37 et 43].  

42     Un usage de la marque qui n’a pas essentiellement pour but de créer ou de maintenir des parts de
marché pour les produits ou/et services qu’elle protège doit être analysé comme ayant en réalité
pour objet de faire échouer une possible demande de déchéance. Un tel usage ne peut être qualifié
de « sérieux » (voir, par analogie, ordonnance de la Cour du 27 janvier 2004, La Mer Technology,
C-259/02, Rec. p. I-1159, point 26). 
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43     L’appréciation du caractère sérieux de l’usage de la marque doit reposer sur l’ensemble des faits et 
des circonstances propres à établir la réalité de l’exploitation commerciale de celle-ci, en particulier 
les usages considérés comme justifiés dans le secteur économique concerné pour maintenir ou créer
des parts de marché au profit des produits ou des services protégés par la marque, la nature de ces
produits ou de ces services, les caractéristiques du marché, l’étendue et la fréquence de l’usage de 
la marque (arrêt HIPOVITON, précité, point 34 ; voir également, par analogie, arrêt Ansul précité,
point 43). 

44     Quant à l’importance de l’usage qui a été fait de la marque antérieure, il convient de tenir compte, 
notamment, du volume commercial de l’ensemble des actes d’usage, d’une part, et de la durée de la 
période pendant laquelle des actes d’usage ont été accomplis ainsi que la fréquence de ces actes, 
d’autre part. Ainsi, plus le volume commercial de l’exploitation de la marque est limité, plus il est 
nécessaire que la partie ayant formé l’opposition apporte des indications supplémentaires 
permettant d’écarter d’éventuels doutes quant au caractère sérieux de l’usage de la marque 
concernée (arrêt HIPOVITON, précité, points 35 et 37).  

45     En l’espèce, c’est à bon droit que les instances de l’OHMI ont caractérisé comme insuffisantes les 
preuves, présentées devant la division d’opposition, de l’usage de la marque BARONIA pendant la 
période des cinq années qui ont précédé le dépôt de la demande de marque communautaire de la
requérante. La division d’opposition a correctement relevé que le diplôme, le billet de loterie et les
étiquettes de 1929 ne se rapportaient manifestement pas à la période de référence – allant du 23 
juillet 1996 au 23 juillet 2001 – et que les autres documents – à savoir les autres étiquettes, la 
brochure sur les vins BARONIA, la photo des bouteilles de vin et l’article de journal – ne 
fournissaient, à l’exception de l’un d’entre eux, aucune indication quant à la période ou à
l’importance de l’usage de la marque antérieure pour les produits enregistrés. Pour ce qui est de la
période à prendre en considération, le seul document pertinent est une étiquette de bouteille de vin,
qui est datée de 2000. En ce qui concerne l’importance de l’usage de la marque antérieure, comme 
l’a constaté, à juste titre, la division d’opposition, aucune information de nature quantitative ne
pouvait être déduite des documents versés. En effet, une étiquette ne fournit, à elle seule, aucune
indication sur le volume des ventes. 

46     Par ailleurs, comme l’a constaté la chambre de recours au point 19 de la décision attaquée, la
requérante n’a fourni, en s’appuyant sur les preuves admises, aucune explication sur l’importance 
de l’usage de la marque BARONIA, notamment en ce qui concerne le volume des ventes, l’étendue 
géographique de la distribution – notamment, le nombre de distributeurs et les canaux de 
distribution –, la durée de la période pendant laquelle des actes d’usage de la marque ont été 
accomplis, ainsi que sur la fréquence de ces actes.  

47     Le renouvellement de l’enregistrement espagnol n° 699.163/7 et le fait que la législation espagnole 
exige, aux fins de procéder au renouvellement d’un enregistrement, la démonstration d’une 
utilisation de la marque au cours des années qui précèdent immédiatement la demande de
renouvellement ne peuvent suffire à prouver un usage sérieux de la marque antérieure après le 25
octobre 1996, date du renouvellement de l’enregistrement espagnol. Le renouvellement de 
l’enregistrement espagnol n° 699.163/7 démontre seulement que la marque BARONIA était toujours
en vigueur en Espagne à la date à laquelle l’intervenante a déposé sa demande de marque 
communautaire. En outre, la requérante n’a fourni aucune indication sur les documents qu’elle 
aurait présentés à l’OEPM. Enfin et en tout état de cause, la requérante n’a apporté, devant la 
division d’opposition, aucun élément de nature à justifier de l’usage de sa marque BARONIA au-delà 
du 25 octobre 1996, date du renouvellement de l’enregistrement espagnol.  

48     À supposer, d’ailleurs, que l’OEPM procède à un examen des preuves de l’usage récent d’une 
marque dont le renouvellement est sollicité, une telle circonstance ne saurait dispenser la
requérante de son obligation d’apporter la preuve d’un usage sérieux des droits invoqués à l’appui 
de son opposition, dès lors qu’une demande a été formulée en ce sens par l’intervenante. En effet, 
la présentation d’une telle requête a pour effet de faire peser sur l’opposant la charge de prouver 
l’usage sérieux – ou l’existence de justes motifs pour le non-usage – sous peine de rejet de son 
opposition, cette preuve devant alors être fournie dans le délai imparti par l’OHMI, conformément à 
la règle 22 du règlement n° 2868/95 [arrêts du Tribunal du 17 mars 2004, El Corte Inglés/OHMI –
González Cabello et Iberia Líneas Aéreas de España (MUNDICOR), T-183/02 et T-184/02, Rec. 
p. II-965, point 38]. 

49     Enfin, il y a lieu de rappeler que la légalité des décisions des chambres de recours doit être
appréciée uniquement sur la base du règlement n° 40/94, tel qu’interprété par le juge 
communautaire, et non pas sur la base d’une pratique décisionnelle antérieure d’un État membre 
[arrêt du Tribunal du 9 juillet 2003, Laboratorios RTB/OHMI – Giorgio Beverly Hills (GIORGIO 
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BEVERLY HILLS), T-162/01, Rec. p. II-2821, point 53]. 

50     Il doit en être conclu que la requérante n’a démontré ni devant la division d’opposition ni devant la 
chambre de recours, au vu des preuves présentées devant la division d’opposition, l’existence d’un 
usage sérieux de la marque antérieure. La première branche de ce moyen doit donc être rejetée
comme non fondée. 

 2. Sur la recevabilité des preuves produites pour la première fois devant la chambre de recours 

–       Argumentation des parties 

51     La requérante estime que la chambre de recours aurait dû accepter les preuves qui ont été
produites en annexe au mémoire exposant les motifs de son recours. Selon la requérante, il ne
s’agit pas de documents nouveaux, qui seraient irrecevables, mais, au contraire, de documents 
complémentaires aux preuves fournies en temps utile devant la division d’opposition.  

52     L’OHMI considère que l’arrêt du Tribunal du 23 septembre 2003, Henkel/OHMI – LHS (UK) 
(KLEENCARE) (T-308/01, Rec. p. II-3253), ne peut pas être interprété comme autorisant une partie 
à présenter des éléments de fait et des preuves à l’appui de l’opposition pour la première fois – ou, 
le cas échéant, pour la seconde – devant la chambre de recours, alors même que cette partie n’a 
pas respecté le délai qui lui avait été imparti pour soumettre ces éléments de fait et ces preuves
devant la division d’opposition. 

53     L’OHMI, comme l’intervenante, considère que la chambre de recours était fondée à déclarer ces
preuves irrecevables, au motif qu’elles ont été produites après l’expiration du délai que la division 
d’opposition avait accordé à la requérante sur la base de la règle 22, paragraphe 1, du règlement
nº 2868/95, pour qu’elle fasse la preuve de l’usage de la marque BARONIA. L’OHMI invoque la 
jurisprudence issue de l’arrêt du Tribunal du 23 octobre 2002, Institut für Lernsysteme/OHMI − 
Educational Services (ELS) (T-388/00, Rec. p. II-4301), et ajoute que la requérante a choisi de 
s’abstenir de compléter la documentation qu’elle avait fournie le 28 janvier 2002, alors que l’OHMI 
l’avait formellement invitée à le faire. 

54     L’OHMI considère que, dans une procédure inter partes, l’existence d’un délai accordé en vertu de la 
règle 22, paragraphe 1, du règlement n° 2868/95 fait obstacle au pouvoir discrétionnaire dont il
dispose pour accepter ou pour refuser des preuves qui n’ont pas été produites en temps utile, en 
application de l’article 74, paragraphe 2, du règlement n° 40/94. Cette analyse serait consacrée par 
le texte même de cette disposition, qui ne serait applicable que lorsque les preuves n’ont pas été 
produites « en temps utile » et non pas lorsqu’elles sont produites « hors délai ». Par ailleurs, la 
possibilité de produire des preuves après l’expiration du délai imparti se traduirait par une 
prolongation des procédures d’opposition incompatible avec le principe d’économie de procédure. En 
conséquence, l’OHMI estime que l’introduction d’un recours devant les chambres de recours ne peut 
pas avoir pour effet la réouverture des délais accordés par la division d’opposition après l’expiration 
desdits délais. Le fait qu’il existe une continuité fonctionnelle entre la division d’opposition et les 
chambres de recours serait sans conséquence sur cette appréciation. Toute interprétation différente
serait, par ailleurs, contraire au principe d’égalité des armes entre les parties et préjudiciable aux
intérêts de l’autre partie. 

55     L’intervenante ajoute que, à supposer que les preuves nouvelles devant la chambre de recours
soient recevables, elles seraient, en tout état de cause, insuffisantes pour prouver un usage sérieux
de la marque BARONIA pendant la période pertinente. Les factures relatives à l’impression 
d’étiquettes ne prouveraient pas l’intensité de la commercialisation des produits vendus sous la 
marque BARONIA. Il n’existerait qu’un nombre très limité de factures mentionnant des vins vendus
sous cette marque et le nombre de bouteilles mentionnées sur ces factures serait toujours limité à
quelques douzaines au plus. 

–       Appréciation du Tribunal 

56     L’article 62, paragraphe 1, du règlement n° 40/94 dispose que la chambre de recours peut soit
exercer les compétences de l’instance qui a pris la décision attaquée, soit renvoyer l’affaire à ladite 
instance pour suite à donner. Il découle de cette disposition ainsi que de l’économie du règlement 
nº 40/94 que la chambre de recours dispose pour statuer sur un recours des mêmes compétences 
que l’instance qui a pris la décision attaquée et que son examen porte sur l’entier litige tel qu’il se 
présente au jour où elle statue.  
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57     Il ressort également de cet article ainsi que d’une jurisprudence bien établie qu’il existe une 
continuité fonctionnelle entre les différentes unités de l’OHMI, à savoir l’examinateur, la division 
d’opposition, la division d’administration des marques et des questions juridiques et les divisions 
d’annulation, d’une part, et les chambres de recours, d’autre part (voir arrêt KLEENCARE, précité, 
point 25, et la jurisprudence citée).  

58     Il découle de cette continuité fonctionnelle entre les différentes instances de l’OHMI que, dans le 
cadre du réexamen que les chambres de recours doivent faire des décisions prises par les unités de
l’OHMI statuant en premier ressort, elles sont tenues de fonder leur décision sur tous les éléments 
de fait et de droit que les parties ont fait valoir soit dans la procédure devant l’unité ayant statué en 
première instance, soit dans la procédure de recours [arrêts du Tribunal KLEENCARE, précité, point
32 ; du 1er février 2005, SPAG/OHMI – Dann et Backer (HOOLIGAN), T-57/03, Rec. p. II-287, point 
18, et du 9 novembre 2005, Focus Magazin Verlag/OHMI – ECI Telecom (Hi-FOCuS), T-275/03, non 
encore publié au Recueil, point 37].  

59     Dès lors, les chambres de recours peuvent, sous la seule réserve de l’article 74, paragraphe 2, du 
règlement nº 40/94, faire droit au recours, sur la base des nouveaux faits invoqués par la partie
ayant formé le recours ou encore sur la base de nouvelles preuves produites par celle-ci [arrêts du 
Tribunal du 3 décembre 2003, Audi/OHMI (TDI), T-16/02, Rec. p. II-5167, point 81, et KLEENCARE, 
précité, point 26]. Le contrôle exercé par les chambres de recours ne se limite pas au contrôle de la
légalité de la décision attaquée, mais, de par l’effet dévolutif de la procédure de recours, il implique 
une nouvelle appréciation du litige dans son ensemble, les chambres de recours devant
intégralement réexaminer la requête initiale et tenir compte des preuves produites en temps utile. 

60     Contrairement à ce que soutient l’OHMI, s’agissant de la procédure inter partes, la continuité 
fonctionnelle existant entre les différentes instances de l’OHMI n’a pas pour conséquence qu’une 
partie serait irrecevable, en vertu de l’article 74, paragraphe 2, du règlement n° 40/94 à se 
prévaloir devant la chambre de recours d’éléments de fait et de droit nouveaux qui n’auraient pas 
été produits devant l’unité statuant en première instance (arrêt Hi-FOCuS, précité, point 37). La 
thèse de l’OHMI reviendrait à nier la compétence générale de la chambre de recours pour se
prononcer sur le litige.  

61     La règle énoncée à l’article 74, paragraphe 1, du règlement n° 40/94, selon laquelle l’OHMI procède 
d’office à l’examen des faits, prévoit deux limitations. D’une part, dans le cadre des procédures 
concernant les motifs relatifs de refus d’enregistrement, l’examen est limité aux faits afférents aux 
moyens et aux demandes présentées par les parties. D’autre part, le paragraphe 2 de cet article 
confère à l’OHMI, à titre facultatif, le pouvoir de ne pas tenir compte des preuves que les parties 
n’ont pas produites « en temps utile ». 

62     Or, il résulte de la continuité fonctionnelle qui caractérise la relation entre les instances de l’OHMI 
que la notion de « temps utile » doit être interprétée dans le cadre d’une procédure de recours 
devant une chambre de recours comme se référant au délai applicable à l’introduction du recours 
ainsi qu’aux délais impartis au cours de la procédure en cause. Cette notion s’appliquant dans le 
cadre de chacune des procédures pendantes devant l’OHMI, l’écoulement des délais impartis, par 
l’unité décidant en première instance, pour produire des éléments de preuve demeure donc sans 
incidence sur la question de savoir si ceux-ci ont été produits « en temps utile » devant la chambre 
de recours. La chambre de recours est ainsi obligée de prendre en considération les éléments de
preuves présentés devant elle, indépendamment du fait qu’ils ont ou non été produits devant la 
division d’opposition. 

63     En l’espèce, la requérante a produit, devant la chambre de recours, d’une part, deux attestations 
notariées et, d’autre part, une série de factures mentionnant des vins vendus sous la marque LA
BARONIA pour la période de 1996 à 2002, qui ont été établies soit par ses soins, soit par son
fournisseur en étiquettes de vin. Ces documents ont été produits au soutien de l’argumentation déjà 
avancée devant la division d’opposition selon laquelle cette marque avait fait l’objet d’un usage 
sérieux. 

64     Partant, les documents litigieux ayant été produits par le requérant en annexe à son mémoire
devant la chambre de recours dans le délai de quatre mois imparti par l’article 59 du règlement 
nº 40/94, leur production ne saurait être considérée comme tardive au sens de l’article 74, 
paragraphe 2, du règlement nº 40/94. Dès lors, la chambre de recours ne pouvait refuser de les 
prendre en considération (voir, en ce sens, arrêt Hi-FOCuS, précité, point 38). 

65     Ne saurait prospérer la référence faite par l’OHMI à l’arrêt ELS, précité, concernant la production des 
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preuves de l’usage de la marque antérieure après l’expiration du délai imparti par l’OHMI devant la 
division d’opposition, étant donné que, si des éléments de preuve devant la chambre de recours ont
été produits dans les délais, la chambre de recours est tenue de les prendre en considération dans
son examen du recours (arrêts KLEENCARE, précité, point 32, et Hi-FOCuS, précité, point 40). En 
outre, en l’espèce, la division d’opposition n’avait pas demandé à la requérante de présenter des
documents déterminés, mais toutes sortes de documents destinés à prouver l’usage antérieur de la 
marque. La requérante ayant présenté certains documents que la division d’opposition n’a pas 
considérés comme étant de nature à prouver l’usage antérieur de la marque, rien ne l’empêchait de 
présenter de nouveaux documents devant la chambre des recours.  

66     Contrairement à ce que soutient l’OHMI, l’admission de preuves nouvelles devant la chambre de
recours ne constitue nullement une violation des droits de la défense du demandeur à
l’enregistrement lorsque celui-ci est en mesure de s’assurer de l’existence et de la portée exacte de 
la protection du droit antérieur invoqué à l’appui de l’opposition. Si, comme en l’espèce, ces 
documents ne font partie des débats qu’au stade de la procédure de recours, les droits de la défense
du demandeur à l’enregistrement ne sont pas méconnus si celui-ci peut contester l’existence ou la 
portée des droits antérieurs devant la chambre de recours, en vertu de l’article 61, paragraphe 2, du 
règlement n° 40/94. En l’espèce, l’intervenante aurait pu faire toute observation utile sur ces
documents devant la chambre de recours. Au regard de ce qui précède, l’OHMI ne saurait soutenir 
que l’intervenante n’était pas en mesure de s’assurer de l’existence et de la portée exacte de la 
protection des droits antérieurs invoqués à l’appui de l’opposition. Il y a lieu de conclure que la 
recevabilité des documents litigieux, au stade de la procédure de recours, ne porte pas atteinte aux
droits de la défense de l’intervenante ou au principe de l’égalité des armes entre les parties. 

67     Par ailleurs, l’argument de l’OHMI selon lequel la procédure d’enregistrement des marques 
communautaires souffrirait d’une prolongation considérable si les parties pouvaient encore produire
des éléments de fait ou des preuves pour la première fois devant la chambre de recours ne saurait
prospérer. Au contraire, d’ailleurs, le fait d’avoir refusé d’accepter la traduction supplémentaire 
produite devant la chambre de recours a eu pour conséquence de prolonger cette procédure (voir,
en ce sens, Hi-FOCuS, précité, point 42). 

68     Il s’ensuit que, en omettant de prendre en considération les éléments produits par la requérante 
devant elle dans le délai imparti par l’article 59 du règlement nº 40/94, la chambre de recours a 
violé l’article 74 du règlement nº 40/94 (voir, en ce sens, arrêt Hi-FOCuS, précité, point 43). 

69     Il convient, toutefois, d’examiner les conséquences qui doivent être tirées de cette erreur de droit.
En effet, selon une jurisprudence établie, une irrégularité de procédure n’entraîne l’annulation en 
tout ou en partie d’une décision que s’il est établi que, en l’absence de cette irrégularité, la décision 
attaquée aurait pu avoir un contenu différent (arrêts de la Cour du 29 octobre 1980, Van Landewyck
e.a./Commission, 209/78 à 215/78 et 218/78, Rec. p. 2111, point 47, et du 23 avril 1986,
Bernardi/Parlement, 150/84, Rec. p.  1375, point 28 ; arrêts du Tribunal du 6 juillet 2000,
Volkswagen/Commission, T-62/98, Rec. p. II-2707, point 283, et du 5 avril 2006, 
Degussa/Commission, T-279/02, non encore publié au Recueil, point 416). De même, il ressort 
d’une lecture combinée de l’article 63, paragraphes 2 et 3, du règlement n° 40/94 que l’annulation 
aussi bien que la réformation d’une décision des chambres de recours ne sont possibles que si celle-
ci est entachée d’une illégalité de fond ou de forme [arrêt du Tribunal du 12 décembre 2002,
eCopy/OHMI (ECOPY), T-247/01, Rec. p. II-5301, point 46]. 

70     En l’espèce, il ne saurait être exclu que les preuves que la chambre de recours a indûment refusé de
prendre en considération puissent être de nature à modifier le contenu de la décision attaquée. En
effet, elles portent sur la période de référence – allant du 23 juillet 1996 au 23 juillet 2001 –, alors 
que la division d’opposition avait rejeté l’opposition notamment parce que, parmi les preuves
présentées, une seule étiquette, datée de 2000, concernait la période de référence. À cet égard, il
n’appartient cependant pas au Tribunal de se substituer à l’OHMI dans l’appréciation des éléments 
en cause.  

71     À la lumière de l’ensemble de ce qui précède, il y a lieu d’annuler la décision attaquée, sans qu’il soit 
nécessaire de procéder à l’examen des autres moyens, ni d’accéder à la demande de mesures 
d’instruction de la requérante. Par ailleurs, le Tribunal relève que la requérante n’indique pas la 
raison pour laquelle elle aurait été empêchée de produire les éléments de preuve en cause et aurait
eu besoin de l’intervention du Tribunal. 

 Sur les dépens 
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72     Aux termes de l’article 87, paragraphe 2, du règlement de procédure, toute partie qui succombe est
condamnée aux dépens, s’il est conclu en ce sens. En vertu de l’article 87, paragraphe 4, troisième 
alinéa, du même règlement, le Tribunal peut ordonner qu’une partie intervenante supporte ses 
propres dépens. 

73     En l’espèce, l’OHMI et l’intervenante ont succombé. Toutefois, la requérante n’a pas conclu à ce que 
l’OHMI et l’intervenante soient condamnées aux dépens. 

74     Par conséquent, il y a lieu d’ordonner que chaque partie supportera ses propres dépens. 

Par ces motifs,  

LE TRIBUNAL (première chambre) 

déclare et arrête : 

1)      La décision de la deuxième chambre de recours de l’Office de l’harmonisation dans 
le marché intérieur (marques, dessins et modèles) du 9 juillet 2003 (affaire 
R 57/2003-2) est annulée. 

2)      La demande de la requérante, La Baronia de Turis, Cooperativa Valenciana, visant 
au refus de l’enregistrement de la marque communautaire demandée est rejetée 
comme irrecevable. 

3)      La demande de l’intervenante, Baron Philippe de Rothschild SA, visant à ce que soit 
déclarée irrecevable l’opposition, en ce qu’elle est fondée sur l’article 8, paragraphe 
4, du règlement (CE) n° 40/94 du Conseil, du 20 décembre 1993, sur la marque 
communautaire, est rejetée. 

4)      Le recours est rejeté pour le surplus. 

5)      Chaque partie supportera ses propres dépens. 

Ainsi prononcé en audience publique à Luxembourg, le 10 juillet 2006. 

* Langue de procédure : le français. 

Cooke García-Valdecasas Trstenjak 

Le greffier          Le président 

E. Coulon   
      R. García-

Valdecasas       
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2006. Telefon &amp; Buch

Verlagsgesellschaft mbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Admissibility of the action - Unforeseeable circumstances -

Application for a declaration of invalidity - Article 51(1)(a) of Regulation (EC) No 40/94 - Word mark
WEISSE SEITEN - Absolute grounds for refusal - Article 7(1)(b) to (d) of Regulation No 40/94. Case

T-322/03.

In Case T-322/03,

Telefon &amp; Buch Verlagsgesellschaft mbH, established in Salzburg (Austria), represented by H. Zeiner
and M. Baldares del Barco, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Herold Business Data GmbH &amp; Co. KG, formerly Herold Business Data AG, established in Mödling
(Austria), represented by A. Lensing-Kramer, C. von Nussbaum and U. Reese, lawyers,

ACTION brought against the decision of the First Board of Appeal of OHIM of 19 June 2003 (Joined Cases
R 580/2001-1 and R 592/2001-1) relating to invalidity proceedings between Herold Business Data AG and
Telefon &amp; Buch Verlagsgesellschaft mbH,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 19 September 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 15 September 2004,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 15
September 2004,

further to the hearing on 14 September 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs, except those incurred by the intervener;
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3. Orders the intervener to bear its own costs.

Background to the dispute

1. On 2 October 1996 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark applied for was the word sign WEISSE SEITEN. The goods and services in respect of which
registration was sought are in Classes 9, 16, 41 and 42 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended, and correspond to the following descriptions:

- Class 9: Scientific, nautical, surveying, electric, photographic, cinematographic, optical, weighing,
measuring, signalling, checking (supervision), life-saving and teaching apparatus and instruments; apparatus for
recording, transmission or reproduction of sound or images; magnetic data carriers and recorded storage media
for data processing installations and equipment, in particular tapes, discs, CD-ROMs; sound recording discs;
automatic vending machines and mechanisms for coin-operated apparatus; cash registers, calculating machines,
data processing equipment and computers; fire-extinguishing apparatus';

- Class 16: Paper, cardboard and goods made from these materials, not included in other classes; printed
matter, reference works, classified directories; bookbinding material; photographs; stationery; adhesives for
stationery or household purposes; artists' materials; paint brushes; typewriters and office requisites (except
furniture); instructional and teaching material (except apparatus); plastic materials for packaging (not included
in other classes); playing cards; printers' type; printing blocks';

- Class 41: Publishing services, in particular the publication of texts, books, magazines, newspapers';

- Class 42: Editing of written texts'.

3. The mark applied for was registered on 28 September 1999.

4. On 14 February 2000 Herold Business Data GmbH &amp; Co. KG, formerly Herold Business Data AG,
applied for a declaration that that registration be declared invalid pursuant to Article 51(1)(a) of Regulation
No 40/94, on the ground that the registration was contrary to the absolute grounds for refusal laid down in
Article 7(1)(b) to (d) and (g) of the Regulation. It referred to a decision of the Cancellation Division of the
Patentamt (Austrian Patent Office) of 6 November 1998 declaring the Austrian mark WEISSE SEITEN
invalid, and a decision of the Oberster Patent- und Markensenat (Austrian Supreme Patent and Trade Mark
Board) of 22 September 1999 upholding the decision of the Patentamt in relation to the following goods:
paper and printed matter'. In addition, in support of its application for a declaration of invalidity it produced,
inter alia, the following documents before the Cancellation Division of OHIM:

- the communication from the Commission to the Council and the European Parliament on future
development of the market in directories and other telecommunications information services in a competitive
environment' of 22 September 1995 (the communication from the Commission');

- a variety of information from the Austrian postal service concerning telephone directories;

- copies of order forms for Austrian telephone directories for 1993/94 and 1994/95;

- guidelines relating to the publication of official directories, which was the subject of a contract concluded
in 1992 between the intervener and the Austrian post and telegraph authorities;

- copies of letters exchanged between the intervener and various departments of the Austrian post
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and telegraph authorities concerning publication of the Weie Seiten' (white pages);

- the results of internet research.

5. On 5 April 2001 the Cancellation Division declared the mark WEISSE SEITEN to be partially invalid on
the basis of Article 7(1)(d) and Article 7(2) of Regulation No 40/94 in so far as it concerned telephone
directories of names in printed format or on electronic storage media (Classes 9 and 16) and publication, by a
publishing house, of such telephone directories of names (Class 41). It thus restricted the list of goods and
services by adding the words excluded from those goods are those which concern or contain telephone
directories of names' in respect of Class 9, the words telephone directories of names are excluded from those
goods' in respect of Class 16, and the words the publication of telephone directories of names is excluded
from those services' in respect of Class 41. The remainder of the application for a declaration of invalidity
was dismissed.

6. Both the intervener, in respect of the partial dismissal of its application for a declaration of invalidity, and
the applicant, in respect of the declaration of partial invalidity of its mark, brought an appeal before OHIM,
pursuant to Articles 57 to 62 of Regulation No 40/94, against the decision of the Cancellation Division.

7. Ruling on the two appeals, which were joined pursuant to Article 7(1) of Commission Regulation (EC) No
216/96 of 5 February 1996 laying down the rules of procedure of the Boards of Appeal of OHIM (OJ 1996 L
28, p. 11), the First Board of Appeal, by decision of 19 June 2003 (Joined Cases R 580/2001-1 and R
592/2001-1) (the contested decision'), partially upheld the intervener's appeal and dismissed that of the
applicant. It annulled the decision of the Cancellation Division and declared the mark WEISSE SEITEN
invalid for the following goods and services:

- magnetic data carriers and recorded storage media for data processing installations and equipment, in
particular tapes, discs, CD-ROMs', within Class 9;

- Paper, cardboard and goods made from these materials, not included in other classes; printed matter,
reference works, classified directories; artists' materials; office requisites (except furniture); instructional and
teaching material (except apparatus)', within Class 16;

- Publishing services, in particular the publication of texts, books, magazines, newspapers', within Class 41;

- Editing of written texts', within Class 42.

8. The Board of Appeal held, first, that, as regards the goods in Class 9 referred to in the preceding
paragraph and printed matter, reference works and classified directories in Class 16, the mark WEISSE
SEITEN had been registered in infringement of Article 7(1)(d) of Regulation No 40/94. In addition, it held
that Article 7(1)(b) and (c) of the Regulation applies in respect of all the goods and services referred to in the
preceding paragraph (the goods and services in question').

Forms of order sought

9. The applicant claims that the Court should:

- alter the contested decision to the effect that the application for a declaration of invalidity is dismissed in
its entirety;

- in the alternative, annul the contested decision in so far as the application for a declaration of invalidity
was upheld and order OHIM to come to a new decision, after an additional procedure if necessary, and to
dismiss the application for a declaration of invalidity in its entirety;

- order OHIM to pay the costs.
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10. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

11. The intervener contends that the Court should dismiss the action.

Admissibility of the action

12. Under Article 63(5) of Regulation No 40/94, actions against a decision of a Board of Appeal of OHIM
must be brought within two months of the date of notification of that decision. In accordance with Article
102(2) of the Rules of Procedure of the Court of First Instance the prescribed time-limits are to be extended
on account of distance by a single period of 10 days.

13. In the present case, the contested decision was notified to the applicant on 1 July 2003. The period for
bringing an action, including the extension on account of distance, thus expired on 11 September 2003.

14. It is true that the application was received by fax at the Registry of the Court of First Instance on 8
September 2003, namely before expiry of the time-limit for bringing an action.

15. However, pursuant to Article 43(6) of the Rules of Procedure, the date on which a copy of the signed
original of a pleading is received at the Registry of the Court of First Instance by fax is taken into
consideration, for the purposes of compliance with procedural time-limits, only if the signed original of the
pleading is lodged at the Registry no later than 10 days thereafter.

16. In the present case, the original of the application was not received at the Court Registry until 19
September 2003, namely outside the 10-day time-limit. Thus, in accordance with Article 43(6) of the Rules of
Procedure, only the date on which the signed original was lodged, namely 19 September 2003, is to be taken
into consideration for the purposes of compliance with the time-limit for bringing an action. Consequently, it
must be found that the application was lodged after the expiry of that time-limit.

17. However, the applicant submits that its case is a typical case of force majeure or, at least, unforeseeable
circumstances.

18. The concepts of force majeure and unforeseeable circumstances contain, besides an objective element
relating to abnormal circumstances unconnected with the party in question, a subjective element involving the
obligation, on his part, to guard against the consequences of the abnormal event by taking appropriate steps
without making unreasonable sacrifices. In particular, he must pay close attention to the course of the
procedure and, in particular, demonstrate diligence in order to comply with the prescribed time-limits (Case
C-195/91 P Bayer v Commission [1994] ECR I-5619, paragraph 32). Thus, the concepts of force majeure
and unforeseeable circumstances do not apply to a situation in which, objectively, a diligent and prudent
person would have been able to take the necessary steps before the expiry of the period prescribed for
instituting proceedings (see, to that effect, Case 209/83 Valsabbia v Commission [1984] ECR 3089,
paragraph 22, and the order in Case C-325/03 P Zuazaga Meabe v OHIM [2005] ECR I-403, paragraph
25).

19. In the present case, the applicant directly entrusted the Austrian postal service with the task of sending
the original of its pleading on 9 September 2003, namely the very day after the fax was sent. Subsequently,
the item of mail was passed by the Austrian postal service to the Luxembourg postal service on 11 September
2003 which, in turn, placed it in the hands of the company Michel Greco on 12 September 2003. However,
that company took seven days to deliver the item to the Registry of the Court of First Instance.

20. Therefore, the main, or even sole, reason for the delay was that the application did not reach
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the Court until seven days after its arrival in Luxembourg (see, to that effect, Joined Cases 25/65 and 26/65
Simet and Feram v High Authority [1967] ECR 33). That must be regarded as unforeseeable
circumstances in respect of the applicant and the latter, which displayed the diligence expected of an
ordinarily prudent applicant in order to comply with the time-limits, cannot be accused of having contributed
to the delay by conduct of its own.

21. The action is therefore admissible.

Admissibility of the second head of claim

22. In the second part of its second head of claim the applicant is essentially asking the Court to order
OHIM to come to a new decision and to dismiss the application for a declaration of invalidity in its entirety.

23. Under Article 63(6) of Regulation No 40/94, OHIM is required to take the measures necessary to comply
with the judgments of the Community judicature. Accordingly, it is not for the Court of First Instance to issue
directions to OHIM. It is for the latter to give due effect to the operative part of judgments of the Community
judicature and the grounds on which they are based (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v
OHIM (Giroform) [2001] ECR II433, paragraph 33; Case T34/00

Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II683, paragraph 12; and Case T-129/01
Alejandro v OHIM - AnheuserBusch (BUDMEN) [2003] ECR II2251, paragraph 22).

24. The second part of the applicant's second head of claim is therefore inadmissible.

Substance

25. The applicant effectively puts forward four pleas in support of its action. The first plea alleges a conflict
between the contested decision and the Austrian decision, and the second, third and fourth pleas allege,
respectively, infringement of Article 7(1)(d), 7(1)(c) and 7(1)(b) of Regulation No 40/94.

The first plea, alleging a conflict between the contested decision and the Austrian decision

Arguments of the parties

26. The applicant submits that the contested decision is inconsistent in so far as it is based on an assessment
of the Austrian public which differs from that made by the Austrian national authorities in the decision of the
Oberster Patent- und Markensenat of 22 September 1999.

27. OHIM points out that it is not legally obliged to ensure that its decisions are consistent with national
decisions. In addition, the facts to be assessed were not identical since the national authorities based their
decision on linguistic habits in Austria, whereas OHIM had to take linguistic habits in the internal market as a
whole into account, and, therefore, also those in Germany.

28. In addition, OHIM draws attention to the fact that the decision of the Oberster Patent- und Markensenat
confirmed that the Austrian mark WEISSE SEITEN was invalid in so far as it related to paper and printed
matter' due to its descriptive character (in the sense of white-coloured pages'), and that, consequently, the
decisions were consistent in that respect.

29. The intervener points out that OHIM is under no obligation to endorse the assessment of a national
authority. Therefore, the decision of 22 September 1999 is not relevant to determination of the perception of
the mark in dispute by the Austrian public.

Findings of the Court

30. OHIM is not obliged to base its assessment of the perception that the relevant public has
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of the mark in dispute on a national decision. The Community trade mark regime is an autonomous system
with its own set of objectives and rules peculiar to it; it applies independently of any national system (Case
T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829, paragraph 47). The registrability of
a sign as a Community trade mark must therefore be assessed by reference only to the relevant Community
rules. OHIM and, if necessary, the Community judicature are not bound by a decision given in a Member
State, or a third country, that the sign in question is registrable as a national mark. That is so even if such a
decision was adopted under national legislation harmonised under First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) or
in a country belonging to the linguistic area in which the word sign in question originated (Case T-106/00
Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 47, and Case T-19/04 Metso
Paper Automation v OHIM (PAPERLAB) [2005] ECR I-0000, paragraph 37).

31. Therefore, the fact that the contested decision might conflict with the Austrian decision cannot constitute
an infringement of the relevant Community rules. The Court will examine in the context of the other pleas
whether OHIM correctly analysed the perception of the relevant public in the present case.

32. Consequently, the first plea must be dismissed.

The second plea, alleging infringement of Article 7(1)(d) of Regulation No 40/94

Arguments of the parties

33. The applicant challenges the assessment of the Board of Appeal that the term weie Seiten' became part of
the German language as a synonym for alphabetisches Teilnehmerverzeichnis' (alphabetical directory of
subscribers) no later than the time of publication of the communication from the Commission in 1995 and that
it was already used beforehand in the sense of an alphabetical telephone directory in Austria. It submits that
only an objective term which is comprehensible to the majority of those concerned and used regularly can
constitute an absolute ground for refusal under Article 7(1)(d) of Regulation No 40/94. Sporadic use by those
concerned of a sign as a generic term is not sufficient to constitute a term of that nature.

34. According to the applicant, it is possible that, in the anglophone world, the terms Yellow Pages' and
White Pages' are customarily used to refer to the business and administrative parts of a directory or
phonebook. As a result of the significant use of the term gelbe Seiten' (yellow pages), that sign has become a
customary general indication for a business directory in current German. However, weie Seiten' has never
become a customary term in the German speaking world for referring, generically, to the administrative parts
of directories or phonebooks. In addition, the communication from the Commission is more concerned with
the translation of the English White Pages' than with the creation of a new objective term in the German
language.

35. The applicant submits that the fact that someone else, who has omitted to register an exclusive right in
his favour, has already used on one occasion, or perhaps even sporadically, such an original term referring
indirectly to the goods does not justify registration of the objective term being prevented, since the element of
customary usage by the public and use in current language is, in its opinion, lacking. It is only where such a
term is also taken up by other competitors and generally used that a bona fide practice can develop and that
the sign can become part of current language. However, it is apparent from the case-file merely that the
intervener has already used that term in certain exceptional cases together with the necessary explanations in
order for it to be better understood. The case-file does not contain any evidence whatsoever that that original
term for a publication has become part of current German. Such development of a sign cannot be assumed
and deduced hypothetically but has to be proved. OHIM itself authorised the mark WEISSE SEITEN
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without restriction, in spite of the examiner's objections, since it considered that the term had not become
customary in the eyes of the public and also was not part of general German vocabulary. In that case, it is for
the party seeking a declaration of invalidity, namely the intervener, to prove that, during the notification
procedure, OHIM failed to have regard to an essential aspect relating to the existence of an absolute ground
for refusal.

36. Even if it were to be admitted that the Commission and the Austrian post and telegraph authorities
created, by publishing and sporadically using the term weie Seiten' together with explanations, an objective
term, the Board of Appeal did not state why that term also applied to goods and services other than telephone
directories in book form. The contested decision does not contain any reasons explaining why an electronic
file or an internet site called WEISSE SEITEN', which is neither white nor made up of pages, should not be
called WEISSE SEITEN', and why an objective term is at issue.

37. OHIM stresses, first, that neither the Board of Appeal nor the Cancellation Division stated, at any point,
that the mere fact that the Commission used the term weie Seiten' was sufficient to refuse registration. That
use was regarded, as held in the decision of the Cancellation Division, as reflecting the moment in the
evolution of the language at which that term was presented as generic even at European level, at least in
specialised circles, or, as held in the contested decision, as reflecting the very latest point at which it became
part of the German language as a synonym for an alphabetical directory of subscribers.

38. The Board of Appeal's conclusion that the term in question became a generic expression before the date
of application for registration is the result of analysis of voluminous documentation from the Austrian and
German linguistic area and the communication from the Commission. In addition, the latter is based on
documents and studies already using the term weie Seiten' as a generic term. The footnotes and the source
references in the tables refer to a study carried out in 1992 by Coopers &amp; Lybrand, Deloitte, which
already used that term. Therefore, the communication from the Commission cannot be classed as a single use
but as appropriate evidence for establishing that that term had become, at least within specialised circles, a
generic indication for referring to alphabetical directories of subscribers.

39. In addition, use of that term is not restricted merely to Germany and Austria, since it has also been used,
for a long time, in Luxembourg.

40. Consequently, according to OHIM, there is no doubt about the fact that the term weie Seiten' was already
a generic term in Germany on the date of application for registration. Bona fide and established practices of
the trade' needs to be understood as commercial usage and commercial custom. Therefore, customary use in a
more restricted group than the general public is sufficient to constitute a ground for refusal. In any case, at
the date of the communication from the Commission at the latest, which was addressed to a wide public, the
term in question also became customary in the current language.

41. OHIM observes that, as regards electronic storage media, the applicant misunderstands the term weie
Seiten' in assimilating it to weifarbige Seiten' (white coloured pages) and emphasising the fact that electronic
storage media are not white and do not have pages. The Board of Appeal rightly considered that, since
telephone directories are also available in electronic form, such an information medium could also be
described more precisely by the term weie Seiten'.

42. The intervener submits that the Board of Appeal rightly found that the term weie Seiten' was an
indication that had become customary for referring to telephone directories in which subscribers' numbers are
listed alphabetically.

43. The documents of the Austrian post and telegraph authorities show that that term was already
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customary in Austria in 1992/93. Since only the term weie Seiten', without any other indication, was used on
order forms, the intervener comes to the conclusion that Austrian postal customers could obtain a directory
only in so far as they were aware of the significance of that term. Therefore, the explanatory indication
directory of subscribers' was not necessary in order for postal customers to be able to understand the term in
dispute. The single reference to the type of product (directory of subscribers') next to the name of the product
(weie Seiten'), corresponding to the parallel use of the terms business directory' and gelbe Seiten', does not,
therefore, stand in the way of the assumption that a term which had become customary for the product was
involved.

44. According to the intervener, that use was neither isolated nor sporadic. The decisive factor is not the
number of documents submitted, but the significance and the content of those documents. The information
sheet was sent to all Austrian homes, which took note of it. In addition, use of the term at issue by all
competitors or by a large number of them is not necessary at all to establish that the name of the product had
become customary. What is important is whether the term was generally considered by the public to be
customary. The main reason for the development of a mark covering a generic term is, generally, the fact that,
for a relatively long period of time, only one provider existed on the market for a specific product and that
the public, for that reason, uses the mark and the name of the product synonymously. As a result of the State
monopoly, no other provider of official directories existed in 1992 and 1993 alongside the Austrian postal
service in the field of official telephone directories.

45. As regards the communication from the Commission, it shows that the term at issue was also used in
other countries as a customary term for referring to directories listing subscribers. In its presentation of the
state of the market the Commission used terms and names which it had come across in carrying out its
preceding analysis. Weie Seiten' is not an arbitrary new creation of the Commission but a name which was
already customary on the market for telephone directories.

46. Referring to research carried out on the internet for the purposes of the present action, the intervener
states that it found that the term weiße Seiten' is used, inter alia, in Belgium (pages blanches'), in France
(pages blanches'), in Italy (pagine bianche'), in Romania (white pages'), in San Marino (pagine bianche'), in
Switzerland (pagine bianche'), in Morocco (pages blanches'), in Mexico (paginas blancas'), and in Australia
and New Zealand (white pages'). The intervener stresses that use of that term in other languages of the
European Union is relevant since it is possible to bring an action based on the existence of a registered trade
mark in the German-speaking part of the European Union against a name used in another language but which
is identical.

47. Next, the intervener submits that, given that the absolute ground for refusal laid down in Article 7(1)(d)
of Regulation No 40/94 was already present at the time at which the trade mark was lodged in 1996 and at
the time of registration of the mark in 1999, it cannot be important whether action was taken to counter the
development of a customary term.

48. Finally, the intervener claims that weie Seiten' is a general term for directories listing subscribers.
Therefore, it does not cover only directories in printed form but all directories listing subscribers, regardless of
the type of medium involved.

Findings of the Court

49. Article 7(1)(d) of Regulation No 40/94 must be interpreted as precluding registration of a trade mark
only where the signs or indications of which the mark is exclusively composed have become customary in the
current language or in the bona fide and established practices of the trade to designate the goods or services
in respect of which registration of that mark is sought (see, by analogy, Case C-517/99 Merz &amp; Krell
[2001] ECR I-6959, paragraph 31, and Case
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T-237/01 Alcon v OHIM - Dr. Robert Winzer Pharma (BSS) [2003] ECR II-411, paragraph 37).
Accordingly, whether a mark is customary can only be assessed, firstly, by reference to the goods or services
in respect of which registration is sought, even though the provision in question does not explicitly refer to
those goods or services, and, secondly, on the basis of the target public's perception of the mark (BSS ,
paragraph 37).

50. With regard to the target public, the question whether a sign is customary must be assessed by taking
account of the expectations which the average consumer, who is deemed to be reasonably well informed and
reasonably observant and circumspect, is presumed to have in respect of the type of goods in question (BSS ,
paragraph 38).

51. Furthermore, although there is a clear overlap between the scope of Article 7(1)(c) and Article 7(1)(d) of
Regulation No 40/94, marks covered by Article 7(1)(d) are excluded from registration not on the basis that
they are descriptive, but on the basis of current usage in trade sectors covering trade in the goods or services
for which the marks are sought to be registered (see, by analogy, Merz &amp; Krell , paragraph 35, and
BSS , paragraph 39).

52. Finally, signs or indications constituting a trade mark which have become customary in the current
language or in the bona fide and established practices of the trade to designate the goods or services covered
by that mark are not capable of distinguishing the goods or services of one undertaking from those of other
undertakings and do not therefore fulfil the essential function of a trade mark (see, by analogy, Merz &amp;
Krell , paragraph 37, and BSS , paragraph 40).

53. In the present case, the Board of Appeal held that the registration of the mark WEISSE SEITEN had to
be cancelled on the basis of Article 7(1)(d) of Regulation No 40/94 as regards magnetic data carriers and
recorded storage media for data processing installations and equipment, in particular tapes, discs, CD-ROMs',
within Class 9, and printed matter, reference works, classified directories', within Class 16. Therefore, the
question whether the term weie Seiten' is customary must be analysed in relation to those products.

54. Given that those products are intended for consumers in general, it is a question of analysing the
perception of the average consumer. In addition, given that the mark in question is made up of words in
German, the average consumer is German-speaking.

55. The documents submitted by the intervener before OHIM, listed in paragraph 4 above, regarding the
customary nature of the term weie Seiten' for the target public, show that that term has become the current
generic term for the telephone directory for private individuals.

56. It is apparent from the communication from the Commission that the latter used the term weie Seiten'
several times in reference to an alphabetisches Teilnehmerverzeichnis'. That term is sometimes used on its
own, and sometimes along with the latter description. The term gelbe Seiten' is also used in the
communication, in reference to business telephone directories. The fact that the communication dates from
September 1995 shows that the term weie Seiten' entered the German language at that time at the latest. In
addition, as rightly pointed out by OHIM, the communication makes reference to a study carried out in 1992
by Coopers &amp; Lybrand, Deloitte, which itself already refers to that term.

57. The applicant's argument that it is more a question of the translation of the English White Pages' than of
the creation of a new objective term in the German language cannot be upheld. Given that the documents of
the institutions are translated by translators into their mother tongue, those persons use, as far as possible,
either idiomatic or established terms and expressions.

58. In any case, the various information documents from the Austrian postal service regarding telephone
directories show that the term weie Seiten' was already used in Austria in the sense
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of telephone directories for private individuals from 1992 at the latest. Those documents were created by the
Austrian postal service and some of them were sent to all subscribers, whereas others were intended for the
general public. All of those documents concern the period prior to the date on which the application for
registration of the mark WEISSE SEITEN was lodged. It is apparent from those documents that the term weie
Seiten' was not used sporadically, as claimed by the applicant, but that the Austrian postal service considered
that the general public was aware of its meaning. If that had not been the case it would not have used the
term on its information sheets.

59. As regards the order forms for Austrian telephone directories, it should be pointed out that they were
created by the intervener. They concern the years 1993/94 and 1994/95 and contain both the term weie Seiten'
and the term gelbe Seiten' without any supplementary explanation. Therefore, the recipients of the order forms
were deemed to know what the term weie Seiten' meant.

60. It is also apparent from the guidelines relating to the publication of official directories, which was the
subject of a contract concluded in 1992 between the intervener and the Austrian post and telegraph authorities,
and the letters exchanged between the intervener and various departments of the Austrian post and telegraph
authorities concerning publication of the Weie Seiten' that the intervener and the authorities were using the
term weie Seiten' in their correspondence in 1992 without any further explanation as to its meaning.

61. In addition, it is apparent from the research carried out on the internet on 8 August 2000 that both weie
Seiten' and weisse Seiten' refer to telephone directories, including in electronic or CD-ROM format.

62. Even though those documents were gathered fours years after the application for registration of the mark
WEISSE SEITEN had been lodged, they confirm the linguistic development which took place and the
conclusions which result from the documents concerning the period prior to the lodging of the application.

63. Moreover, the decision of the Oberster Patent- und Markensenat indeed shows that the Austrian mark
WEISSE SEITEN was declared invalid as regards the following products: paper and printed matter'.

64. The intervener makes reference to the research annexed to its response carried out on the internet for the
purposes of the present action in order to demonstrate that the term weie Seiten' is present in a number of
countries. OHIM likewise refers to research carried out on the internet, which it annexed to its response.

65. Those documents, produced for the first time before the Court, cannot be taken into consideration. The
purpose of actions before the Court of First Instance is to review the legality of decisions of the Boards of
Appeal of OHIM for the purposes of Article 63 of Regulation No 40/94, so it is not the Court's function to
review the facts in the light of documents produced for the first time before it. Accordingly, the
abovementioned documents must be excluded, without it being necessary to assess their probative value (Case
T-10/03 Koubi v OHIM - Flabesa (CONFORFLEX) [2004] ECR II-719, paragraph 52; Case T-399/02
Eurocermex v OHIM (Shape of a beer bottle) [2004] ECR II-1391, paragraph 52; Case T-164/03
Ampafrance v OHIM - Johnson &amp; Johnson (monBeBé) [2005] ECR II0000, paragraph 29).

66. It follows from all of the above that the Board of Appeal rightly considered that the documents produced
by the intervener before OHIM were sufficient to show that, for the target public, weie Seiten' had, on the
date on which the application for registration of the mark WEISSE SEITEN was lodged by the applicant,
became customary as a generic term for the telephone directory for private individuals. In addition, the
applicant did not produce any evidence before OHIM which showed that the mark WEISSE SEITEN did not
fall within the field of application of the absolute
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ground for refusal laid down in Article 7(1)(d) of Regulation No 40/94.

67. The applicant's argument that the Board of Appeal did not give the reasons why the absolute ground for
refusal laid down in Article 7(1)(d) of Regulation No 40/94 also applied to goods and services other than
telephone directories in book form cannot be upheld. The Board of Appeal stated the following in paragraph
40 of the contested decision: Telephone directories are made available not only in paper form but also in
electronic form. The applicant for a declaration of invalidity has been putting different telephone directories on
the market in electronic form since the end of the 1980s. Furthermore, these days, telephone directories are no
longer offered only on CD-ROM, namely electronic storage media, but are also directly accessible via the
internet'. It repeated, in paragraph 53 of the contested decision, in the context of the assessment of this
absolute ground for refusal, that telephone directories are made available not only in paper form but also in
electronic form', and are also directly accessible via the internet'.

68. In addition, it noted in paragraph 41 of the contested decision that, [e]ven where a term is not normally
used, in trade, in the presentation of all the goods covered by a trade mark application, it is the generic term
mentioned which has to be contemplated in establishing the existence of an absolute ground for refusal'. The
Board of Appeal considered that it is unable to distinguish between the various goods covered by that term,
for example between (light) novels and telephone directories', and that it is obliged to assess whether there is
a lack of distinctiveness in relation to all the goods featuring on the list submitted with the application'.

69. It is apparent from those passages that the Board of Appeal gave the reasons why it considered that the
absolute ground for refusal also had to be applied to magnetic data carriers and recorded storage media for
data processing installations and equipment, in particular tapes, discs, CD-ROMs', within Class 9, and printed
matter, reference works, classified directories', within Class 16, and thus it satisfied its duty under Article 73
of Regulation No 40/94 to state the reasons on which its decisions are based.

70. Next, it is necessary to assess whether that reasoning is well founded.

71. It is common ground that telephone directories for private individuals are available not only on paper, but
also in electronic form, on the internet or on CD-ROM. The Court has already been prompted to point out
that recorded storage media for data processing installations and equipment, in particular CD-ROMs' and
printed matter, reference works, classified directories' cover various types of products suitable for containing,
either on electronic media or on paper, telephone or communications directories (Joined Cases T-357/99 and
T-358/99 Telefon &amp; Buch v OHIM (UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS) [2001] ECR II-1705, paragraph 26).

72. Therefore, the term weie Seiten' must also be considered to be a customary term for electronic
directories, as is also apparent from the internet research carried out by the intervener during the
administrative procedure before OHIM.

73. As regards magnetic data carriers and recorded storage media for data processing installations and
equipment, in particular tapes, discs, CD-ROMs', within Class 9, it is to be noted that the applicant sought to
register the mark at issue for that category of goods as a whole, without drawing any distinction between
them.

74. Therefore, the Board of Appeal's assessment must be confirmed in so far as it relates to all the goods in
that category (see, to that effect, Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645,
paragraph 33; STREAMSERVE , paragraph 46; Case T-355/00 DaimlerChrysler v OHIM (TELE AID)
[2002] ECR II-1939, paragraph 34; Case T-356/00 DaimlerChrysler v OHIM (CARCARD) [2002] ECR
II-1963, paragraphs 33 and 36, and Case T-358/00 DaimlerChrysler
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v OHIM (TRUCKCARD) [2002] ECR II-1993, paragraphs 34 and 37).

75. As regards printed matter, reference works, classified directories', within Class 16, which include
telephone directories in paper form, the applicant did not draw any distinction between the goods within that
generic category and therefore the Board of Appeal's assessment must be upheld in so far as it concerns the
category as a whole.

76. In those circumstances, it must be found that the Board of Appeal was fully entitled to cancel registration
of the mark WEISSE SEITEN on the basis of Article 7(1)(d) of Regulation No 40/94 in relation to magnetic
data carriers and recorded storage media for data processing installations and equipment, in particular tapes,
discs, CD-ROMs', within Class 9, and printed matter, reference works, classified directories', within Class 16.

77. Consequently the applicant's second plea must be dismissed.

The third plea, alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

78. The applicant states that the sign WEISSE SEITEN was composed in conformity with German grammar
rules. It is plain for everyone to see that the mark is made up of the name of the colour wei' (white), and of
the word Seiten' (pages, sides) to which several meanings could be given. However, it is possible for there to
be an absolute ground for refusal under Article 7(1)(c) of Regulation No 40/94 only if the sign gives relevant
information about the goods and services in question.

79. The applicant points out that a publication is not made up of white pages since almost all publications
are printed in black ink on white paper. The word Seiten' cannot designate a book since pages are only one of
the elements which make up a book and that term is thus not sufficient to indicate to consumers that they are
going to receive a book if they ask for weie Seiten'. As regards white paper, the applicant draws attention to
the fact that blank paper is never designated by the word Seiten' (pages), since pages are only part of a
publication.

80. According to the applicant, nobody faced with the sign WEISSE SEITEN would think of editorial or
publication services. The word Seite' (page, side) cannot designate a service and neither does the indication of
colour wei' allude to services.

81. The applicant concludes from the above that, given that the term weie Seiten' is not capable of describing
appropriately and in an easily understandable manner an essential characteristic of each of the goods and
services in question, with the exception of paper for which it is also not descriptive, the mark WEISSE
SEITEN cannot be considered to be descriptive of any of those goods and services.

82. OHIM states that the applicant has misread the contested decision. As regards printed matter, reference
works, classified directories' and magnetic data carriers and recorded storage media for data processing
installations and equipment, in particular tapes, discs, CD-ROMs', the sign WEISSE SEITEN is descriptive of
the goods designated as it is a synonym for telephone directories for private individuals and not because of
the white colour of the pages of the books. In addition, a name which has become customary in current
language is, as a general rule, also descriptive.

83. OHIM states that, even if a sign is descriptive for only a part of the products in a given category, it
cannot be registered for that category. Given that the sign WEISSE SEITEN is descriptive of telephone
directories for private individuals it also cannot be registered for printed matter unless the applicant for, or
proprietor of, the mark restricts the list of goods and services appropriately so as to exclude classified
directories.
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84. The Board of Appeal relied on the meaning weifarbige Seiten' only as regards the following goods:
Paper, cardboard and goods made from these materials, not included in other classes; artists' materials; office
requisites (except furniture); instructional and teaching material (except apparatus)'. According to OHIM, the
term weie Seiten' can be used synonymously for weifarbige Blätter' (white coloured sheets). Therefore, the
sign WEISSE SEITEN is descriptive of all those products. OHIM observes, however, that the question
whether consumers will also perceive that sign as synonymously descriptive of instructional and teaching
material (except apparatus)' is to remain open since the applicant has not expressly contested that assessment
in relation to those goods.

85. The intervener submits that the sign WEISSE SEITEN constitutes a direct and concrete indication of a
characteristic or of a quality or the intended purpose of the goods and services in question within the meaning
of Article 7(1)(c) of Regulation No 40/94.

86. According to the intervener, the terms Seite' and Blätter' are used synonymously, as demonstrated by an
article which appeared in GEO and the other documents submitted by the intervener in the proceedings
before OHIM.

87. Given that the indication wei' designates pages and sheets which are not printed on and which are sold as
such, it does describe in that way a quality of pages available in trade so that the term weie Seiten' designates
the type and quality of that product.

Findings of the Court

88. Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered. Furthermore, Article 7(2) of the Regulation
provides that Article 7(1) shall apply notwithstanding that the grounds of non-registrability obtain in only part
of the Community'.

89. Article 7(1)(c) of Regulation No 40/94 pursues an aim which is in the public interest, namely that signs
or indications which are descriptive of the characteristics of goods or services in respect of which registration
is sought may be freely used by all. That provision accordingly prevents such signs and indications from
being reserved to one undertaking alone because they have been registered as trade marks (Case C-191/01 P
OHIM v Wrigley [2003] ECR I-12447, paragraph 31, and Case T-219/00 Ellos v OHIM
(ELLOS) [2002] ECR II-753, paragraph 27).

90. In that context, the signs and indications referred to in that provision are those which may serve in
normal usage from the point of view of the target public to designate, either directly or by reference to one of
their essential characteristics, the goods or services in respect of which registration is sought (Case C-383/99 P
Procter &amp; Gamble v OHIM [2001] ECR I-6251, paragraph 39). Accordingly, a sign's descriptiveness
can only be assessed by reference to the goods or services concerned and to the way in which it is
understood by the relevant public (CARCARD , paragraph 25).

91. For the purposes of Article 7(1)(c) of Regulation No 40/94, it is necessary to consider, on the basis of a
given meaning of the word mark in question, whether, from the point of view of the relevant public, there is
a sufficiently direct and specific association between the mark and the categories of goods and services in
respect of which registration was accepted (see, to that effect, CARCARD , paragraph 28).

92. It must be borne in mind, in that regard, that, in order for OHIM to refuse to register a trade mark under
Article 7(1)(c) of Regulation No 40/94, it is not necessary that the signs and indications composing the mark
that are referred to by that article actually be in use at the

© An extract from a JUSTIS database



62003A0322 European Court reports 2006 Page 00000 14

time of the application for registration in a way that is descriptive of goods or services such as those in
relation to which the application is filed, or of characteristics of those goods or services. It is sufficient, as the
wording of that provision itself indicates, that such signs and indications could be used for such purposes. A
word sign must therefore be refused registration under that provision if at least one of its possible meanings
designates a characteristic of the goods or services concerned (OHIM v Wrigley , paragraph 32).

93. In the present case, the Board of Appeal held that the absolute ground for refusal laid down in Article
7(1)(c) of Regulation No 40/94 was applicable to the following goods and services:

- magnetic data carriers and recorded storage media for data processing installations and equipment, in
particular tapes, discs, CD-ROMs', within Class 9;

- Paper, cardboard and goods made from these materials, not included in other classes; printed matter,
reference works, classified directories; artists' materials; office requisites (except furniture); instructional and
teaching material (except apparatus)', within Class 16;

- Publishing services, in particular the publication of texts, books, magazines, newspapers', within Class 41;

- Editing of written texts', within Class 42.

94. Even though it is sufficient that one of the absolute grounds for refusal laid down in Article 7(1) of
Regulation No 40/94 applies in order for the sign not to be registrable as a Community trade mark, it is
appropriate to examine the justification for applying the absolute ground for refusal laid down in Article
7(1)(c) of Regulation No 40/94 also in relation to the goods listed in paragraph 76 above, in respect of which
it has been held that Article 7(1)(d) of Regulation No 40/94 was correctly applied.

95. The term weie Seiten' is put together correctly in conformity with German grammar rules, as the
applicant indeed states, and is made up of current German words.

96. As was pointed out when examining the previous plea, that term has become a synonym, in the German
language, for telephone directories for private individuals. Therefore, it may also be considered to be
descriptive of the goods for which it is regarded as being a customary term, namely magnetic data carriers
and recorded storage media for data processing installations and equipment, in particular tapes, discs,
CD-ROMs' and printed matter, reference works, classified directories', given that it refers in their regard to the
kind of product (see, to that effect, UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS , paragraph 28).

97. Thus, the applicant's arguments that a publication is not made up of white pages since almost all
publications are printed in black ink on white paper, and that the word Seiten' cannot designate a book since
pages are only one of the elements which make up a book and the word is, thus, not sufficient to indicate to
consumers that they are going to receive a book if they ask for weie Seiten', are not relevant, given that the
Board of Appeal found that the mark WEISSE SEITEN was descriptive of those goods as a synonym for a
telephone directory for private persons and not due to the white-coloured pages of such a directory.

98. Publishing services, in particular the publication of texts, books, magazines, newspapers', within Class 41,
and editing of written texts', within Class 42, concern the creation and drawing-up of the products listed in
paragraph 96 above, in particular of the products on paper which fall within Class 16. Therefore, the term
weie Seiten' may also be regarded as descriptive of those services, since it describes their intended purpose
(see, to that effect, UNIVERSALTELEFONBUCH and UNIVERSALKOMMUNIKATIONSVERZEICHNIS ,
paragraphs 26 and 28).

99. Accordingly, the applicant's argument that nobody faced with the sign WEISSE SEITEN would
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think of editorial or publication services cannot be upheld, since the Board of Appeal established the existence
of a sufficient connection between those services and the goods in respect of which the term weie Seiten'
means telephone directory for private individuals'.

100. Consequently, the Board of Appeal did not err in its appraisal of the goods and services referred to
above.

101. It is still necessary to examine whether the mark WEISSE SEITEN is descriptive in relation to the
following goods: Paper, cardboard and goods made from these materials, not included in other classes; artists'
materials; office requisites (except furniture); instructional and teaching material (except apparatus)', within
Class 16.

102. In paragraph 81 of the contested decision, the Board of Appeal held the following:

Paper consists of sheets. As soon as they are no longer separate but bound, stapled or joined together in
another way, whether printed or not, they are called Seiten... It also cannot be ruled out that the term Seite ...
may become or has already become synonymous with the word Blatt (sheet). To state that white pages are at
issue amounts to a concrete and direct indication of a characteristic of paper, which, in contrast to the opinion
of the Cancellation Division, consumers will take into account when deciding what to buy. The generic term
office requisites also includes paper so that the term weie Seiten... is also a descriptive indication in their
regard. The same is true for instructional and teaching material, which consists primarily of books. To state
that that material is printed on white pages amounts to an essential indication of the characteristics of the
product. Artists' materials is another generic term which, as has already been pointed out, also covers drawing
paper, and which is, therefore, also descriptive in its regard.'

103. The Board of Appeal's assessment is correct. The term in question can easily be understood in the sense
of weifarbige Seiten' and it can be used, as submitted by OHIM and the intervener, as a synonym of
weifarbige Blätter'. Therefore, it may be regarded as descriptive, as least for paper, and, given that the
applicant did not draw any distinction within the generic category paper, cardboard and goods made from
these materials, not included in other classes', for all those goods.

104. The category artists' materials' can include all resources used by artists. It can, thus, also include paper
and, given that the applicant did not set out any restriction within this category and exclude paper, the term
weie Seiten' must be regarded as descriptive of the category artists' materials'.

105. The category office requisites (except furniture)' can include, for example, notepads and printing paper
and, given that the applicant did not set out any restriction within this category, the term at issue can also be
regarded as descriptive of those goods.

106. Finally, the same reasoning applies to instructional and teaching material (except apparatus)' as to the
goods referred to above. Given that the applicant has not excluded sheets or white pages from that material,
the mark may be regarded as descriptive of those goods.

107. Therefore, since the applicant did not draw any distinction or set out any restriction within those generic
categories, the Board of Appeal's assessment must be upheld in respect of all the goods referred to in
paragraph 101 above.

108. In the light of the above considerations, the link between the mark WEISSE SEITEN and the
characteristics of all the goods and services in dispute is sufficiently close to fall within the scope of the
prohibition under Article 7(1)(c) of Regulation No 40/94.

109. Consequently, the applicant's third plea must be dismissed.

110. As regards the fourth plea, alleging infringement of Article 7(1)(b) of Regulation No 40/94,
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it must be pointed out that, as is evident from Article 7(1) of the Regulation, it is sufficient that one of the
absolute grounds for refusal applies in order for the sign at issue not to be registrable as a Community trade
mark (Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 29).

111. Furthermore, according to the case-law, a word mark which is descriptive of characteristics of goods or
services for the purposes of Article 7(1)(c) of Regulation No 40/94 is, on that account, necessarily devoid of
any distinctive character in relation to those goods or services within the meaning of Article 7(1)(b) (see, by
analogy, Case C-265/00 Campina Melkunie [2004] ECR I-1699, paragraph 19, and Case C-363/99
Koninklijke KPN Nederland [2004] ECR I-1619, paragraph 86).

112. In those circumstances, the applicant's fourth plea cannot be upheld.

113. The action must, therefore, be dismissed in its entirety.

Costs

114. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM, as applied for by the latter. As the intervener has not
applied for costs, it must bear its own costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. Atomic Austria GmbH v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Word mark ATOMIC BLITZ - Opposition of the proprietor of national word marks ATOMIC -

Evidence of renewal of registration of the earlier mark - Scope of the examination conducted by OHIM
- Rejection of opposition - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-318/03.

In Case T-318/03,

Atomic Austria GmbH, established in Altenmarkt (Austria), represented by G. Kucsko and C. Schumacher,
lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider and B. Müller, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal having been

Fabricas Agrupadas de Muñecas de Onil, SA, established in Onil (Spain),

ACTION brought against the decision of the Second Board of Appeal of OHIM of 9 July 2003 (Case R
95/2003-2), relating to opposition proceedings between Atomic Austria GmbH and Fabricas Agrupadas de
Muñecas de Onil, SA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and I. Pelikanova, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Court Registry on 15 September 2003,

having regard to the response lodged at the Court Registry on 3 February 2004,

further to the hearing on 9 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 9 July 2003 (Case R 95/2003-2);

2. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the costs.

Background to the dispute

1. On 13 November 2000, the Spanish company Fabricas Agrupadas de Muñecas de Onil, SA (FAMO') filed
an application for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM) under Council Regulation (EC) No 40/94 of 20 December
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1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark sought was the word mark ATOMIC BLITZ.

3. The goods in respect of which registration was applied for are within Class 28 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description: Games and
playthings; gymnastic and sporting articles not included in other classes'.

4. That application was published in Community Trade Marks Bulletin No 60/2001 of 9 July 2001.

5. On 3 October 2001, the company Atomic Austria GmbH (the applicant') gave notice of opposition to the
application for registration, relying on Article 8(1)(b) of Regulation No 40/94. The opposition was based on
five earlier marks consisting of the sign ATOMIC (the earlier marks') which were the subject of the following
registrations in Austria:

- word mark No 75 086, filed on 16 March 1973 and registered on 23 August 1973;

- word mark No 76 640, filed on 8 February 1974 and registered on 15 March 1974;

- word mark No 85 558, filed on 2 March 1977 and registered on 16 May 1977;

- word mark No 97 370, filed on 27 March 1981 and registered on 22 July 1981;

- word mark No 106 849, filed on 28 June 1984 and registered on 10 September 1984.

6. The applicant's opposition was accompanied, in respect of each of the earlier marks, by extracts from the
Austrian trade mark register together with an English translation as well as a certificate drawn up by the
patent agent who represented the applicant before OHIM, confirming that... all five trademark registrations are
full in force for all goods to be seen from the excerpts and my translation, respectively'. The extracts were
dated 19 April 1999.

7. By letter dated 23 November 2001, the Opposition Division of OHIM informed the applicant that its
opposition had been communicated to FAMO, and that the applicant was allowed four months, ending on 23
March 2002, to provide any further facts, evidence or arguments it considered necessary to support its
opposition.

8. That letter was accompanied by an information sheet on the evidence required to support an opposition (the
information sheet'). Neither the letter nor the information sheet included an explicit request for clearly
specified missing documents to be produced.

9. The applicant did not produce any additional supporting documents to justify its opposition within the time
allowed.

10. By decision of 9 December 2002, the Opposition Division of OHIM rejected the opposition in its entirety
on the ground that the applicant had failed to produce within the specified period evidence of the renewal of
the earlier marks, proving their current validity.

11. On 17 January 2003, the applicant filed a notice of appeal against the decision of the Opposition Division
of OHIM. The applicant argued that the Opposition Division had failed to take account of the certificate given
by the patent agent, that the copy extracts filed contained nothing to suggest that the registrations had expired,
and that the Opposition Division should have explicitly requested that the applicant produce the missing
documents.

12. By decision of 9 July 2003 (the contested decision'), the Second Board of Appeal of OHIM dismissed the
appeal against the decision of the Opposition Division.

13. The Board of Appeal pointed out that the information sheet which accompanied the letter from OHIM of
23 November 2001 indicated clearly and unequivocally that the renewal of earlier marks
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had to be proved by a renewal certificate or other equivalent evidence. It held that the certificate confirming
the validity of the earlier marks, which was drawn up by the patent agent who represented the applicant
before OHIM, could not be accepted as evidence equivalent to an official renewal certificate. Finally, the
Board of Appeal stated that the fact that the information sheet had been attached to the letter of 23 November
2001 permitted this case to be distinguished from those cited by the applicant in which the Boards of Appeal
had held that the Opposition Division should have sent a supplementary request.

Procedure

14. By a letter dated 27 October 2004, OHIM submitted certain observations on the report for the hearing.

15. On 16 November 2004, following the hearing, the Court invited the parties to make submissions on the
legal rules governing the period of protection for trade marks under Austrian law. The applicant and OHIM
responded to that request by letters dated 25 November 2004 and 29 November 2004 respectively.

16. Following the parties' responses, the oral procedure was closed on 10 December 2004.

Submissions of the parties

17. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

18. OHIM claims that the Court should:

- dismiss the appeal;

- order the applicant to pay the costs.

Law

19. The applicant puts forward three pleas in support of its action: principally, that the Board of Appeal did
not find against the Opposition Division for failing to take account of the evidence the applicant had
produced; in the alternative, that the Board of Appeal failed to find that the Opposition Division's failure to
draw the applicant's attention to the missing documents constituted a procedural irregularity; and, likewise in
the alternative, that the Board of Appeal failed to hold that the Opposition Division's failure to point out the
change in its practice was an infringement of the principle of the protection of legitimate expectations.

The first plea: failure by the Opposition Division to take account of the evidence provided

20. The first plea can be divided into two parts. In relation to the first part, the applicant submits that the
extracts from the Austrian trade mark register which it had filed constituted sufficient evidence of the validity
of the earlier marks. In relation to the second part, the applicant argues, in the alternative, that it had provided
such evidence in the form of the certificate drawn up by the patent agent.

21. The first part of this plea should be considered first.

Arguments of the parties

22. The applicant submits that the file accompanying its notice of opposition of 3 October 2001 was complete.
According to the applicant, the evidence required under Rule 16(2) of Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Council Regulation (EC) No 40/94 on the Community trade
mark (OJ 1995 L 303, p. 1) had been provided, since the official extracts
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from the register in respect of the earlier marks showed that the marks in question were still valid. Indeed, the
applicant considers that if protection for the earlier marks had, for example, expired by the time the extracts
were issued, the Osterreichisches Patentamt (Austrian Patent Office) would have inserted a reference to that
effect in the extracts. Given that the extracts submitted by the applicant in relation to the earlier marks did not
contain such references, the Opposition Division had no reason to suppose that the registrations were no
longer valid.

23. Between the date on which the register extracts were issued and the date on which the notice of
opposition was filed, no renewal of the earlier marks was necessary except in respect of trade mark No 97
370. Thus, according to the applicant, there was no need to submit a renewal certificate or equivalent evidence
as referred to in the information sheet.

24. At the hearing, the applicant stated that the period of protection for a trade mark according to an official
document did not guarantee that the mark would be protected for that precise period. On the one hand,
protection could be renewed; indeed, in Austria, renewal can take place within a period which expires only six
months after the end of the period of protection. On the other hand, a mark can be cancelled by judicial
decision before the end of the period, or the proprietor can surrender his trade mark. The applicant concludes
from this that even stating the period of protection is no guarantee that the mark will in fact be protected until
the specified date, and that, as a result, the period of protection does not have the same significance as other
characteristics of the mark, such as the list of goods and services covered.

25. Furthermore, the applicant stated at the hearing that the Osterreichisches Patentamt does not issue
certificates specifically for the renewal of a trade mark. That being the case, the applicant decided to prove
the validity of the earlier marks by using the register extracts.

26. OHIM recalls that it is for the opponent to provide evidence of the existence of earlier rights on which its
opposition is based. Evidence of an earlier mark could also include evidence of its renewal, if applicable.
Indeed, if it is not renewed, the mark becomes invalid and can therefore no longer be used to prevent the
registration of new trade marks.

27. According to OHIM, it was not possible to determine the date on which protection for the earlier marks
ended - an essential aspect of the rights granted by the mark - from the register extracts from the
Osterreichisches Patentamt in respect of those earlier marks which accompanied the applicant's notice of
opposition. In the absence of any specific explanation by the applicant of the period of protection for the
earlier marks, OHIM considered that the period was 10 years. That period had expired between 1973 and
1984 in respect of all the earlier marks registered.

28. Suggesting the application (mutatis mutandis) of the principles established in the order of the Court of 17
November 2003 in Case T-235/02 Strongline v OHIM - Scala (SCALA) [2003] ECR II-0000, OHIM also
argues that the other party in the opposition procedure and the Board of Appeal are prevented from verifying
with sufficient certainty the legal status and proprietorship of the earlier marks by the fact that the expiry date
of the protection period is not apparent from the register extracts. Thus, according to OHIM, the extracts
produced are not suitable as the only evidence of the existence of the earlier marks.

29. At the hearing, OHIM added that the extracts submitted by the applicant were out of date when they were
submitted to OHIM. It also argued that even if it was impossible for the applicant to submit an official
renewal certificate, it could nevertheless have proved the renewal of the earlier marks either by citing the
provisions of Austrian law that govern the period of protection for trade marks, or by producing the covering
letters from the Osterreichisches Patentamt which accompanied the registration certificates for the earlier
marks.

30. In addition, OHIM puts forward a number of arguments in support of the first part of the
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present plea, and thereby the claim for annulment of the contested decision.

Findings of the Court

31. The Court recalls at the outset that, as is apparent from the fifth recital in the preamble to Regulation No
40/94, the Community law relating to trade marks does not replace the laws of the Member States on trade
marks. Under the system created by that regulation OHIM must take into account the existence of earlier
national marks or rights.

32. Thus, Article 8(1) of that regulation, read in conjunction with Article 8(2)(a)(ii) and (iii), provides that the
proprietor of an earlier national or international trade mark which has effect in a Member State may oppose
the registration of a Community trade mark in specified circumstances.

33. It follows, in particular, from Article 74(1) of Regulation No 40/94 in fine that in proceedings relating to
relative grounds for refusal of registration, the onus is upon the party opposing the registration of a
Community trade mark in reliance on an earlier national trade mark, to prove its existence and, as the case
may be, the extent of protection.

34. On the other hand, it is for OHIM to examine whether, in the context of opposition proceedings, the
conditions for the application of the ground for refusal of registration which has been pleaded have been
fulfilled. In that context, it is necessary to assess the correctness of the facts pleaded, and the probative value
of the evidence submitted by the parties.

35. OHIM may be called upon to take account, in particular, of the national law of the Member State in
which the earlier mark on which the opposition is based is protected. In that case, it must, of its own motion
and by whatever means considered appropriate, obtain information about the national law of the Member State
concerned, where such information is necessary to assess the applicability of the ground for refusal of
registration in question and, in particular, the correctness of the facts pleaded or the probative value of the
documents lodged. Restricting the factual basis of the examination by OHIM does not preclude it from taking
into consideration, in addition to the facts which have been expressly put forward by the parties to the
opposition proceedings, facts which are well known, that is, facts which are likely to be known by anyone or
which may be learnt from generally accessible sources (judgment of 22 June 2004 in Case T-185/02
Ruiz-Picasso and Others v OHIM - DaimlerChrysler (PICARO) [2004] ECR II-0000, paragraph 29, not
appealed on that point).

36. OHIM may also, if it considers it helpful, invite the parties to provide it with guidance on certain specific
points of national law. The interested party is not, however, obliged to provide, on its own initiative, general
information on the law of intellectual property in force in the Member State concerned.

37. The examination of the facts and evidence submitted to OHIM must be conducted in such a way as to
respect the right to a fair hearing of the parties to the opposition proceedings and the right to procedural
equity. If an applicant for a Community trade mark doubts the probative value of documents submitted by the
opponent to prove the existence of a claimed earlier right, or even the extent of that right, he may say so in
the proceedings before OHIM, which is required to consider the relevant observations carefully.

38. However, OHIM cannot avoid conducting a comprehensive assessment of the facts and documents
presented to it by arguing that it is for the opponent, on his own initiative, to provide OHIM with supporting
evidence in the form of detailed information on the law of the Member State in which there is protection for
the earlier mark on which the opposition is based.

39. Furthermore, it must be noted that neither Regulation No 40/94 nor Regulation No 2868/95 specifies a
compulsory form of evidence to be lodged by the opponent to prove the existence of his
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earlier right. Regulation No 2868/95 merely stipulates in Rule 16(2) that if the opposition is based on an
earlier mark which is not a Community trade mark, the notice of opposition shall preferably be accompanied
by evidence of the registration or filing of that earlier mark, such as a certificate of registration'. Furthermore,
Article 76(1) of Regulation No 40/94, which relates to the taking of evidence in proceedings before OHIM,
provides only a non-exhaustive list of possible measures (... the means of giving or obtaining evidence shall
include the following ...').

40. It follows from this that, on the one hand, an opponent is free to choose the evidence he considers useful
to submit to OHIM in support of his opposition and, on the other hand, OHIM is obliged to examine all the
evidence submitted to it in order to determine whether it does prove that the earlier mark was registered or
filed, and cannot reject out of hand a particular type of evidence on the basis of the form it takes.

41. That conclusion is supported by the variations which exist between administrative practices in Member
States. If OHIM could impose conditions as to the form of the evidence to be produced, the result would be
that the parties would find it impossible to produce such evidence in certain cases. That would be so in this
case, given that the applicant submits, without the point being contested by OHIM, that the Osterreichisches
Patentamt does not issue official documents to certify the renewal of a mark and that it was not, therefore, in
a position to submit such a document.

42. In the present case, the applicant submitted extracts issued by the Osterreichisches Patentamt on 19 April
1999. On the five extracts, each one corresponding to an earlier mark, the box marked expired on' was empty.
Therefore, those documents confirm the validity of the earlier marks on the date of the extracts, which was 19
April 1999. It is also apparent from the extracts that the earlier marks were registered on 23 August 1973
(mark No 75 086), 15 March 1974 (mark No 76 640), 16 May 1977 (mark No 85 558), 22 July 1981 (mark
No 97 370) and 10 September 1984 (mark No 106 849) respectively.

43. In the absence of specific guidance from the applicant, the Board of Appeal assumed that, under Austrian
law, the protection period for marks was 10 years from registration. Even if, as is apparent from the national
rules of law submitted by the parties at the invitation of the Court, the parties agree that OHIM was correct in
its assumption, it should be noted in that respect that OHIM, which is a Community institution specialising in
the field of intellectual property and which therefore has a considerable degree of expertise in the subject,
should not have been content simply to assume essential facts relating to the protection of earlier marks. First,
the Board of Appeal acted in a contradictory fashion in relying, on the one hand, on the presumption of a
protection period of 10 years for Austrian trade marks, and in refusing, on the other hand, to apply that
presumption fully to the duration of the protection period when assessing the significance of the register
extracts submitted by the applicant. Secondly, it follows from paragraphs 31 to 41 above that the Board of
Appeal should have verified the duration of the period for which trade marks are protected in Austria,
according to the law of that State.

44. Under Article 19(1) of the Markenschutzgesetz (Law on the Protection of Trade Marks) of 1970, the
period for which an Austrian trade mark is protected expires 10 years after the end of the month in which the
mark was registered. That period is renewable. In the event of renewal, the new protection period, also 10
years, begins the day after the end of the previous period, regardless of the effective date of renewal.

45. It follows that, for their protection to continue, each of the earlier marks had to be renewed every 10
years. The fact that, as set out in paragraph 42 above, all the earlier marks were valid on 19 April 1999
means that the renewals which should have occurred in 1991 (mark No 97 370), 1993 (mark No 75 086),
1994 (marks Nos 76 640 and 106 849) and 1997 (mark No 85 558) respectively did indeed occur. It also
means that the period of protection was extended until 31 August 2003 for
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mark No 75 086, 31 March 2004 for mark No 76 640, 31 May 2007 for mark No 85 558, 31 July 2001 for
mark No 97 370 and 30 September 2004 for mark No 106 849.

46. Thus, contrary to the assertions of OHIM, it was possible to determine from the extracts submitted by the
applicant the date on which protection for the earlier marks ended, and it was possible, furthermore, to
conclude that four of the five earlier marks (the exception being mark No 97 370) were valid at the time of
the Board of Appeal's decision, 9 July 2003.

47. The fact that the extracts were dated more than 29 months before the date they were presented to OHIM
cannot undermine that conclusion. Even if it would have been preferable for the applicant to have provided
more recent extracts, the assessment set out in paragraphs 45 and 46 above applies regardless of the age of
the extracts. Furthermore, it is not disputed that the status of the five earlier marks did not change between
the issue of the extracts and their submission. Finally, it was to cover that last period, which is inevitable
when producing official documents, that the applicant's patent agent decided to enclose with the extracts his
certificate confirming the continued validity of the earlier marks.

48. It is appropriate also to reject OHIM's argument that in order to prove the renewal of the five earlier
marks the applicant could have submitted relevant extracts of Austrian law or the covering letters from the
Osterreichisches Patentamt which accompanied the registration certificates of the earlier marks.

49. As set out in paragraphs 31 to 41 and 43 above, the applicant was not obliged to submit, on its own
initiative, general information on Austrian trade mark law.

50. The covering letters, judging by the one cited as an example by OHIM at the hearing, are phrased in
general terms and do no more than reiterate the provisions relating to the period of protection which are
contained in the 1970 Markenschutzgesetz. Therefore, the possible submission of those letters has no relevance
to this case.

51. Finally, as regards the case-law cited by OHIM in relation to the obligation to produce an adequate
translation of the evidence and supporting documents (order in SCALA , cited above), the Court notes that,
even if the rule that the parties should be heard means that the other party to the opposition proceedings
should be in a position to see the evidence submitted by the applicant in the language of the proceedings, it
cannot be interpreted as meaning that the evidence must, by itself, enable that party to verify the existence of
the earlier marks, without recourse to the assistance of an adviser or to generally accessible sources of
information, beyond the evidence produced.

52. The first part of the first plea must therefore be upheld.

53. Therefore, the contested decision should be annulled without any need to take up the arguments put
forward by OHIM in support of the first part of the applicant's first plea, and consequently, without the Court
needing to determine their admissibility.

54. The appeal having been upheld on the first plea, it is not necessary to examine the pleas which the
applicant submitted in the alternative.

Costs

55. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since OHIM has
been unsuccessful, it must be ordered to pay the costs, as applied for by the applicant.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2005. Münchener

Rückversicherungs-Gesellschaft AG v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Community trade mark - Word mark MunichFinancialServices - Absolute ground

of refusal - Descriptive character - Article 7(1)(c) of Regulation (EC) No 40/94. Case T-316/03.

In Case T-316/03,

Münchener Rückversicherungs-Gesellschaft AG, established in Munich (Germany), represented by G.
Würtenberger and R. Kunze, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 26 June 2003 (Case R
337/2002-4), regarding an application for registration of the Community word mark MunichFinancialServices,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, M. E. Martins Ribeiro and K. Jürimäe, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 12 September 2003,

having regard to the response lodged at the Court Registry on 19 January 2004,

further to the hearing on 13 January 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 15 June 2000 the applicant filed an application for registration of a Community trade mark with the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The mark for which registration was sought is the word mark MunichFinancialServices.

3. The services in respect of which the registration was sought fall within Class 36 of the Nice Agreement of
15 June 1957 concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks, as revised and amended. The services in question correspond
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to the following description: financial services'.

4. By decision of 18 February 2002 the examiner dismissed the application on the ground that the mark
applied for was descriptive of the services concerned and devoid of any distinctive character within the
meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

5. On 18 April 2002 the applicant brought an appeal before OHIM, on the basis of Article 59 of Regulation
No 40/94, against the examiner's decision.

6. By decision of 26 June 2003 (the contested decision'), notified to the applicant on 14 July 2003, the Fourth
Board of Appeal dismissed the appeal on the ground that the mark applied for was descriptive, within the
meaning of Article 7(1)(c) of Regulation No 40/94.

Forms of order sought

7. The applicant submits that the Court of First Instance should:

- annul the contested decision;

- order OHIM to pay the costs.

8. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

9. The applicant raises, in substance, a single plea, alleging infringement of Article 7(1)(c) of Regulation No
40/94.

Arguments of the parties

10. The applicant submits, first of all, that an average consumer who is reasonably well informed and
reasonably observant and circumspect could not, without further reflection, understand the semantic content of
the word mark making up the trade mark applied for, so that there are no grounds on which to conclude that
the mark cannot be protected.

11. In that regard, the applicant submits that the word mark MunichFinancialServices is not descriptive of the
services covered by the trade mark application, because the combination of the various words of which it is
composed is distinctively original, and unusual. The unusual character derives from the fact that the contested
word mark is not constructed according to the rules of English grammar. The contested word mark leaves the
consumer wholly uncertain as to the nature of the relationship between the place name Munich' and the
expression FinancialServices'.

12. In order to show that the contested word mark does not fall within the scope of Article 7(1)(c) of
Regulation No 40/94, the applicant also refers to the scheme of analysis suggested by Advocate General
Jacobs in paragraphs 61 to 64 of his Opinion in Case C-191/01 P OHIM v Wrigley [2003] ECR I-12447,
I-12449).

13. Advocate General Jacobs suggests that, in order to determine whether a mark has a descriptive character
there must be an assessment, first, of the way in which a term relates to a product or service, or to one of its
characteristics, second, the way in which a term is perceived and, third, the significance of the characteristic
designated by the mark in relation to the product or service, in particular in the consumer's mind.

14. First of all, as regards the manner in which the term relates to the product or service, or to one of its
characteristics, the applicant submits that the combination of words which make up
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the word mark MunichFinancialServices does not enable an unequivocal link to be established with the
services concerned on account of its unusual grammatical construction, being linguistically flawed, and on
account of the ambiguity which results from that. Thus the relevant public cannot without further
interpretation, on account of the multiplicity of meanings of its content, perceive the supposedly descriptive
character, upheld by the Board of Appeal, of the mark applied for.

15. Next, as regards the way in which the word is perceived, the applicant takes the view that, on account of
the unusual grammatical configuration of the term, the supposedly descriptive character of the mark applied
for is not clear ipso facto and de plano.

16. Finally, as regards the importance of the characteristic designated by the mark in relation to the goods or
service, particularly in the mind of the consumer, the applicant takes the view that the relevant potential
clients do not attach a great deal of importance to whether the financial services offered come specifically
from a supplier of services established in Munich, since for financial services the supplier's principal place of
business is completely irrelevant.

17. Referring to paragraph 30 of the Opinion of Advocate General Jacobs in Wrigley , the applicant observes,
thirdly, that the need to keep descriptive words freely available, in accordance with Article 7(1)(c) of
Regulation No 40/94, exists only where competitors have a reasonably clear and foreseeable need to use that
specific word in order to describe certain characteristics of their goods or services. The applicant argues that
such a need does not exist in this case, because competitors have grammatically correct expressions at their
disposal (such as, for example, the expression financial services coming from Munich' or financial services
being offered from Munich') and, therefore, conceptual combinations which really have a clearly descriptive
character. For the remainder, the applicant refers generally to its arguments set out before OHIM.

18. OHIM contests all of the arguments put forward by the applicant. It argues that the Board of Appeal
rightly refused the mark applied for by the applicant because it has a purely descriptive character.

19. More specifically, OHIM argues that the consumer will not perceive the word mark
MunichFinancialServices as a reference to a specific undertaking, but rather as a purely descriptive indication
within the meaning of Article 7(1)(c) of Regulation No 40/94.

20. First, the element financialservices' directly represents the services in respect of which registration has
been applied for.

21. Second, as regards the element Munich', OHIM maintains that, in relation to financial services in general,
but also in the context of banks and insurance in particular, the place name is normally used and understood
as the reference to the principal place of business of the undertaking which supplies the services in question.

22. OHIM also highlights the fact that Munich is widely known as a financial centre.

Findings of the Court

23. As a preliminary point, it must be observed that, in so far as it contains a general reference to the
arguments set out in the written pleadings submitted during the administrative procedure before OHIM, the
application does not satisfy the requirements of Article 44(1)(c) of the Rules of Procedure and, therefore, the
reference cannot be taken into account (see, to that effect, Case T-84/96 Cipeke v Commission [1997] ECR
II-2081, paragraph 33, and Case T-20/02 Interquell v OHIM - SCA Nutrition (HAPPY DOG) [2004] ECR
II-0000, paragraph 20).

24. Under Article 7(1)(c) of Regulation No 40/94 trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service,
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or other characteristics of the goods or service', are not to be registered. Furthermore, Article 7(2) states that
paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.'

25. According to case-law, Article 7(1)(c) of Regulation No 40/94 prevents the signs or indications referred to
therein from being reserved to one undertaking alone because they have been registered as trade marks. That
provision thus pursues an aim in the public interest, which requires that such signs or indications may be
freely used by all (see Case T219/00 Ellos v OHIM (ELLOS) [2002] ECR II-753, paragraph 27 and the
case-law cited, and Case T-348/02 Quick v OHIM [2003] ECR II-0000, paragraph 27).

26. Furthermore, the signs or indications referred to in Article 7(1)(c) of Regulation No 40/94 are those which
may serve in normal usage from a consumer's point of view to designate, either directly or by reference to
one of their essential characteristics, goods or services such as those in respect of which registration is sought
(Case C-383/99 P Procter &amp; Gamble v OHIM [2001] ECR I-6251, paragraph 39). Therefore, the
distinctiveness of a mark may only be assessed, first, in relation to the understanding of the mark by the
relevant public and, second, in relation to the goods or services concerned (Case T-34/00 Eurocool Logistik v
OHIM (EUROCOOL) [2002] ECR II-683, paragraph 38).

27. In this case, the services referred to in the trade mark application are financial services, without any other
specification. Next, although the mark applied for is composed of English words, the name of the town
(Munich), at the beginning of the mark, designates a German city. In addition, the other words which make
up that mark, financial' and services', are very typical English words and are found with a similar spelling in
several other Community languages. In those circumstances, it must be held that the relevant public is
composed of an average English-speaking consumer in the Community, together with average consumers in
other linguistic regions of the Community - in particular German consumers - who have at least a basic
knowledge of English.

28. In those circumstances it must be determined, in the context of the application of the absolute ground for
refusal laid down by Article 7(1)(c) of Regulation No 40/94, whether there exists for the relevant public a
direct and specific link between the word mark MunichFinancialServices and the services for which the
application for registration was refused, namely the financial services falling within Class 36 within the
meaning of the Nice Agreement.

29. In that regard, it must be observed that the relevant public will have no difficulty in perceiving the
element FinancialServices' in the mark applied for as a perfect description in English of the financial services
referred to in the trade mark application.

30. The question arises, however, as to whether, in the context of an overall assessment of the mark applied
for, the purely descriptive character of the element FinancialServices' is counteracted, first, by the addition of
the word Munich', second, by the supposedly incorrect grammatical structure, and third, by the unusual form
of writing.

31. First, as regards the use in the sign of the English name for the city of Munich, the Court takes the view
that it does not prevent the relevant public from immediately perceiving, without further reflection, that it
refers to a city in Germany.

32. Furthermore, according to the case-law, as regards signs or indications which may serve to designate the
geographical origin of the categories of goods in relation to which registration of the mark is applied for,
especially geographical names, it is in the public interest that they remain available (Joined Cases C-108/97
and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 26, and Case T-295/01 Nordmilch v
OHIM (OLDENBURGER) [2003] ECR II-4365, paragraph 30). That case-law is also applicable to services.

© An extract from a JUSTIS database



62003A0316 European Court reports 2005 Page 00000 5

33. That is all the more so in the field of financial services, in which the place name is normally used and
understood as a reference to the principal place of business of the undertaking supplying the services in
question and, therefore, to the place from which they are generally supplied. Other possible meanings for that
geographical indication are without relevance since, according to the case-law, it is sufficient if at least one of
its possible meanings designates a characteristic of the goods or services concerned (see OHIM v Wrigley ,
paragraph 32).

34. In this case, the city of Munich is widely known as an important financial centre and is regarded as such
by the relevant public. That was concluded both by the OHIM examiner in his decision of 18 February 2002
and by OHIM in its response. Moreover, when the applicant was invited to express its view on that point at
the hearing it did not deny the city of Munich's role in the field of financial services.

35. It follows that the Board of Appeal rightly held that the name of the city of Munich, followed by the
expression FinancialServices', will be perceived essentially by the relevant public as the geographical
indication of the place of origin of the services or the place from which they are offered. Therefore, the
addition of the word Munich' to the expression FinancialServices' does not diminish the descriptive character
attached to that expression. On the contrary, it reinforces it on account of the decisive role that that city plays
in the field of financial services.

36. Second, as far as concerns the supposedly grammatically incorrect structure of the sign at issue, it must be
observed that such a fact, even if established, does not affect the assessment of the contested sign set out
above (see, to that effect, Case T-19/99 DKV v OHIM (COMPANYLINE) [2000] ECR II-1, paragraph 26,
and Case T-360/99 Community Concepts v OHIM (Investorworld) [2000] ECR II-3545, paragraph 23).

37. Third, as regards the unusual way of writing of the contested sign, resulting from the fact that the three
words of which it is composed are juxtaposed without spaces and the fact that each of those three juxtaposed
words begins with a capital letter, it is clear that that does not amount to evidence of any creative aspect
capable of distinguishing the applicant's products from those of other undertakings (see, to that effect, Case
T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 25).
Furthermore, the effect of a juxtaposition without spaces is completely offset by the fact that the three words
constituting the contested word mark begin with a capital letter. The Board of Appeal therefore rightly held
that the word mark MunichFinancialServices will be read, heard and understood by the relevant public as
Munich Financial Services' (paragraph 9 of the contested decision).

38. Lastly, there is nothing to suggest that the addition of the word Munich' to the expression
FinancialServices' confers on the word mark MunichFinancialServices an additional element as a result of
which it no longer has a purely descriptive character of the financial services offered from Munich (see, to
that effect, Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 26).

39. It is clear from the foregoing considerations that the contested word mark enables the relevant public to
discern immediately, and without any further reflection, a specific and direct connection with the financial
services offered from Munich, which are included in the category financial services' covered by the mark
applied for.

40. That assessment cannot be called into question by the applicant's argument that the need to keep
descriptive terms freely available in accordance with Article 7(1)(c) of Regulation No 40/94 exists only where
the competitors have a reasonably obvious and foreseeable need to use that precise word in order to describe
certain characteristics of their goods or services.

41. The Court points out, in that regard, that, in order for OHIM to refuse registration of a
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trade mark under Article 7(1)(c) of Regulation No 40/94, it is not necessary that the signs and indications
composing the mark that are referred to in that article actually be in use at the time of the application for
registration in a way that is descriptive of goods or services such as those in relation to which the application
is filed, or of characteristics of those goods or services. It is sufficient, as the wording of that provision itself
indicates, that such signs and indications could be used for such purposes. A word sign must therefore be
refused registration under that provision if at least one of its possible meanings designates a characteristic of
the goods or services concerned (OHIM v Wrigley , paragraph 32).

42. In this case, the contested word mark is without any doubt likely to be used by other economic operators
in the financial sector wishing to indicate that their services are provided from Munich, which is, as stated
above, one of the most important financial centres in Germany. It should be noted, in that regard, that the
geographical origin of the supplier of the service is one of the characteristics expressly listed in Article 7(1)(c)
of Regulation No 40/94. Consequently, the applicant's argument must be dismissed.

43. The Board of Appeal rightly held that the word mark MunichFinancialServices is descriptive of the
financial services in question.

44. Accordingly, the applicant's single plea and the action as a whole must be dismissed as unfounded.

Costs

45. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, having regard to the form of order sought by the defendant, be ordered to pay the latter's costs.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2005. Lidl Stiftung &amp; Co. KG v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition procedure - Application for word mark Salvita - Earlier national word mark
SOLEVITA - Proof of use of the earlier national trade mark - Rejection of the opposition. Case

T-303/03.

In Case T-303/03,

Lidl Stiftung &amp; Co. KG, established in Neckarsulm (Germany), represented by P. Groß, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by U.
Pfleghar and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

REWE-Zentral AG, established in Cologne (Germany), represented initially by M. Kinkeldey, and
subsequently by M. Kinkeldey and C. Schmitt, lawyers,

ACTION brought against the decision of the First Board of Appeal of OHIM of 30 June 2003 (Case R
408/20021), concerning the opposition of the proprietor of the national trade mark SOLEVITA to the
registration of the Community word mark Salvita,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, F. Dehousse and D. vaby, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Court Registry on 4 September 2003,

having regard to the response of OHIM lodged at the Court Registry on 16 January 2004,

having regard to the response of the intervener lodged at the Court Registry on 16 January 2004,

further to the hearing on 30 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background

1. On 14 August 1997, REWE-Zentral AG filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office')
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under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L
11, p. 1).

2. The mark in respect of which registration was sought is the word sign Salvita.

3. The goods in respect of which registration was sought are within Classes 5, 29, 30 and 32 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions
for each class:

- Class 5: medicinal infusions, chewing gum for medical purposes; food for babies; all of the above products
sold only in food stores';

- Class 29: Meat, fish, poultry, game, shellfish, including preparations of aforesaid goods; sausage, meat,
poultry and fish products, caviar; meat, fish, poultry and game salads; meat, poultry, game and fish pastes,
meat extracts; fruit, vegetables and pulses (prepared); fruit and vegetable pulp; delicatessen salads made of
vegetables or lettuce; potato products of all types, namely chips, croquettes, fried potatoes, prepared potatoes,
potato fritters, potato dumplings, fried potato cake (rösti), potato pancakes, crisps, matchsticks; bread
dumplings; semiprepared and prepared meals, namely soups (including instant packet soups), stews, dry and
liquid prepared meals, mainly of one or more of the following goods; meat, fish, vegetables, prepared fruits,
cheese, pasta, rice; meat, fruit, vegetable jellies, jams; eggs, milk and milk products, namely drinking milk,
sour milk, butter milk, yoghurt, fruit yoghurt, yoghurt with chocolate or cocoa additives, non-alcoholic mixed
milk drinks, whey drinks, kefir, cream, quark, fruit and herb quark desserts, desserts, mainly of milk and
flavourings with gelatine and/or starch being binding agents, butter, clarified butter, cheese and cheese
preparations; jellies; salad dressings; edible oils and fats; savoury pastries, crisps of cereals, salted and unsalted
nuts and other snackfoods, included in class 29; including all the aforesaid goods (where possible) being
dietetic foodstuffs not adapted for medical use; all the aforesaid goods (where possible) also frozen or
preserved, sterilised or homogenised';

- Class 30: Sauces, fruit sauces, sauce thickeners, powdered sauces, ketchup, horseradish, capers; coffee, tea,
cocoa, cocoa goods, chocolate, chocolate goods, cocoa-based beverage powders; chocolate-based beverages,
marzipan, nougat, marzipan and nougat products; puddings, desserts, spreads mainly of sugar, cocoa, nougat,
milk and/or fats; pralines, including filled pralines; sugar, confectionery, vanilla sugar, sweets, in particular
caramels, peppermint and fruit sweets and wine gums, lollipops, chewing gum for non-medical use; rice,
tapioca, artificial coffee; pizzas; flour and preparations made from cereals, husked wholemeal cereals, namely
rice, wheat, oats, barley, rye, millet, maize and buckwheat, the aforesaid goods also as mixtures and other
preparations, in particular wheat bran, wheat germ, maize meal, maize semolina, linseed, muesli and muesli
bars (mainly of cereal flakes, dried fruit and nuts), cereals, popcorn; bread, bread rolls, pastry and
confectionery; pasta and wholemeal pasta, in particular noodles; ready-to-bake cakes, cake flavourings, glaze,
ices, ice cream; honey, treacle; yeast, baking-powder; puddings in powdered form; salt; mustard; vinegar;
spices, mixed spices, pepper corns; savoury pastries, crisps of cereals, salted and unsalted nuts and other
snackfoods, included in class 30; including all the aforesaid goods (where possible) being dietetic substances
not adapted for medical use, including all the aforesaid goods (where possible) frozen, preserved, sterilised or
homogenised';

- Class 32: Beers; mineral and aerated waters and other nonalcoholic drinks; fruit drinks and fruit juices,
vegetable juices; syrups and other preparations for making beverages; whey beverages; instant powdered
drinks'.

4. On 13 July 1998, the trade mark application was published in the Community Trade Marks Bulletin No
50/98.
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5. On 13 October 1998, Lidl Stiftung &amp; Co. KG filed a notice of opposition against the registration of
the trade mark applied for, claiming a likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94. That opposition was based on the existence of the earlier German trade mark
SOLEVITA, registered on 27 June 1983 to designate products falling within Class 32 for the purposes of the
Nice Agreement. The opposition was brought against various products falling within Classes 29, 30 and 32
and specified in the application for the Community trade mark.

6. By letter of 27 October 1999, the intervener requested the applicant to provide proof of use of the mark
pursuant to Article 43(2) of Regulation No 40/94.

7. On 18 January 2000, the Opposition Division of the Office invited the applicant to furnish that proof
within two months.

8. On 14 February 2000, the applicant provided:

- an affirmation, signed by the director of international purchasing and dated 27 January 2000, relating to the
turnover in the Federal Republic of Germany for goods bearing the SOLEVITA trade mark from 1993 to
1999;

- a list of the products marketed under the SOLEVITA trade mark from 1993 to 1999, headed Solevita bis
10-1999' (Solevita until October 1999) and bearing the words Stand: 23. März 1998 - 27.01.00' (updated: 23
March 1998 - 27.01.00);

- copies of specimen packages for various types of fruit juice marketed under the SOLEVITA trade mark, all
undated.

9. On 28 March 2002, the Opposition Division rejected the opposition brought by the applicant. As grounds
for its decision, it essentially stated that the documents provided by the applicant were inadequate to show real
and genuine use of the earlier national trade mark. In particular, the Opposition Division held that the
specimen packages did not bear a date, that the affirmation was of only relative evidential value, as it was
from an employee of the applicant who was one of its directors, and that, in addition, that declaration
constituted only an indication of the use of the mark. The Opposition Division held that the applicant had not
provided either invoices or explanations from third parties to support or confirm the figures put forward by it,
with the result that consideration of the evidence provided led to the conclusion that proof of real and genuine
use had not been furnished. The Opposition Division also stated that the opposition fell to be rejected on the
ground that the conflicting signs displayed no similarities.

10. On 10 May 2002, the applicant brought an appeal against the decision of the Opposition Division. It
argued, in particular, that proof of use of the mark had been provided. Furthermore, the applicant maintained
that the Opposition Division had infringed its right to be heard, as it had been unable to submit observations
on the assessment of the material put forward to prove genuine use of the mark. The Opposition Division also
contravened the principle that the subject-matter of a case is delimited by the parties, in that the use of the
mark was not disputed by the intervener.

11. By decision of 30 June 2003 (the contested decision'), the First Board of Appeal of the Office rejected the
appeal.

12. As regards proof of the use of the mark, the Board of Appeal essentially held that the affirmation was a
unilateral statement, drawn up by the party concerned or by one of the senior managers of its undertaking and
that a statement of that kind was not sufficient to prove objective facts, unless supported by additional
evidence such as invoices, which it had not been in this case. Moreover, as the copies of the specimen
packages gave no indication as to the period of time during which they had been marketed, the Board of
Appeal held that neither they, nor indeed the other evidence produced, could confirm the turnover figures put
forward. The Board of Appeal concluded that the
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Opposition Division had been correct to hold that the documents produced were insufficient to prove use of
the mark during the relevant period.

13. As regards the right to be heard for the purposes of the second sentence of Article 73 of Regulation No
40/94, the Board of Appeal held that when examining the file the Office is authorised to use all the items of
information provided by a party, without first having to give it the opportunity of presenting comments on
them, the party concerned being deemed to be familiar with the information in question. As regards the
principle that the subject-matter of a case is delimited by the parties, the Board of Appeal held that the
question of the use of the mark is subject to that principle only in so far as the applicant may withdraw his
application at any time. The Opposition Division accordingly had not infringed Article 74(1) of Regulation No
40/94.

Forms of order sought

14. The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

15. The Office and the intervener contend that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

16. In support of its application, the applicant relies on three pleas in law. By its first plea, it challenges the
finding of the Board of Appeal that proof of the use of the mark had not been furnished in this case. By its
second and third pleas, it alleges infringement of the right to be heard and the principle that the subject-matter
of a case is delimited by the parties.

Proof of genuine use of the mark

Arguments of the parties

17. The applicant's first plea is based on five arguments.

18. First, noting the terms of Article 43(2) and (3) of Regulation No 40/94 and referring to several decisions
of the Board of Appeal of the Office, the applicant states that genuine' use means real use of the earlier mark
on the market with the intention of drawing the attention of potential customers to the goods and services
offered under that sign. Article 43(3) of Regulation No 40/94 accordingly does not require extensive evidence
of the use of the mark, unlike other provisions, such as Article 7(3) of the regulation. It is sufficient to prove
that the earlier mark was actually used and that it was not used on the market only as a sham right'.

19. Second, the applicant notes that the Board of Appeal referred in its decision to the judgments in Case
C-40/01 Ansul [2003] ECR I-2439 and Case T-174/01 Goulbourn v OHIM - Redcats (Silk Cocoon) [2003]
ECR II-789. According to the applicant, the Board of Appeal appears to think that those two judgments
addressed the issue of which documents were adequate to prove genuine use of the mark. That is not the case,
as, according to the applicant, those two cases bear no relation to the subject-matter of the present case.

20. Third, under reference to Article 43(2) of Regulation No 40/94 and Rule 22(2) and (3) of Commission
Regulation No 2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1), the
applicant contests the approach adopted by the Board of Appeal under which certain documents could suffice
to establish credible use within the meaning of German law but were insufficient
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to prove use for the purposes of Regulation No 40/94. That observation relates in particular to the fact that
the affirmation was accorded inferior evidential status to that which would customarily be given to it under
German law.

21. Fourth, the applicant argues that the contested decision conflicts with the decision of the Third Board of
Appeal of the Office of 11 July 2001 in Case R 759/2000-3 Grafenwälder / Grafenwalder. In that case, the
opponent produced an affirmation, a monthly sales schedule for the period concerned, two copies of products
bearing its mark and an advertising leaflet. The applicant points out that the Board of Appeal, overruling the
Opposition Division, stated in particular at paragraph [22] of its decision that the material submitted by the
opponent in the case in question [was] sufficient to comply with these requirements, especially as [Rule 22 of
Regulation No 2868/95] does not require that all evidence specified therein has to be present cumulatively'.
According to the applicant, that interpretation of the law is also confirmed by the decision of the Second
Board of Appeal of 8 November 2000 in Case R 756/1999-2 DOCTORS/DOC &amp; TORS.

22. Fifth, the applicant maintains that the documents placed in the file, taken together, leave no doubt as to
the fact that the earlier mark was the subject of very extensive genuine use for the product concerned and for
the period to be taken into account in Germany, the Member State in which that mark is registered. In support
of its position, the applicant refers to the decision of the First Board of Appeal of the Office of 6 April 2001
in Case R 129/2000-1 VISIO/VISION . It concludes from that that proof of genuine use of the mark, within
the meaning of Article 43(2) of Regulation No 40/94, was furnished in the present case.

23. The Office, for its part, maintains that, even if it is not necessary under the opposition procedure for the
opponent to prove that its trade mark has become distinctive in consequence of the use which has been made
of it, as may be the case where Article 7(3) of Regulation No 40/94 applies, that is not of itself grounds for
relieving the opponent of the burden of proof imposed on him.

24. On the contrary, Article 43(2) of Regulation No 40/94 requires the opponent to prove that the sign has
been put to genuine use during the relevant period.

25. It is true that Rule 22(3) of Regulation No 2869/95 does not require that all evidence specified therein be
present cumulatively. The evidence provided by the opponent must, however, allow clear inferences to be
drawn as to the place, time, extent and nature of the use of the earlier mark for the purposes of paragraph 2
of that Rule.

26. In the present case, the Office acknowledges that the documents placed on the file are admissible evidence
for the purposes of Article 76(1) of Regulation No 40/94 and Rule 22(2) and (3) of Regulation No 2868/95.
In particular, it states that the affirmation' lodged by the opponent constitutes admissible evidence.

27. The Office none the less maintains that the evidential value of an affirmation must be assessed together
with all the other documents produced, having regard to their content and the particular circumstances of the
case. That examination leads to the conclusion that the affirmation, whether taken by itself or with the list of
products annexed to it, is insufficient to prove genuine use of the earlier mark.

28. In that regard, the Office considers that the list annexed to the affirmation only repeats the figures
mentioned in the affirmation, without, however, proving them. That information is thus insufficient to prove
genuine use, since it is not supported, for example, by invoices, catalogues or advertising material.
Furthermore, as far as the undated reproductions of packages for the products are concerned, those
reproductions merely found suppositions and cannot therefore support the other evidence and statements.
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29. The intervener also acknowledges that the affirmation constitutes an item of admissible evidence, which is
expressly provided for in Article 76(1)(f) of Regulation No 40/94. However, it is a matter for the Office, and
more precisely for its Boards of Appeal, to assess the evidential value of that affirmation freely and to form
its own view on the matter.

30. In the present case, the information relating to the items sold and the period for which sales of the
products were claimed appears only in the affirmation of the director of international purchases of the
applicant itself. The list of the products also comes from the applicant itself and is not supported by any
objective evidence. Accordingly, it does not reinforce the evidential value of the affirmation. The true position
is that it is a mere written assertion made by one party and lacks any evidential value. As regards the
packages, the intervener considers that they are the only objective evidence produced by the applicant.
However, they do not give the slightest indication of the date of their use or of the period concerned.

31. The intervener also states that, even under German law, the affirmation would be insufficient to establish
real and genuine use, unless it was accompanied and supported by other evidence. It refers in that regard to a
decision of the First Board of Appeal of the Office cited in the application.

Findings of the Court

32. Article 43(2) and (3) of Regulation No 40/94 provides that an applicant for a Community trade mark may
request proof that the earlier mark has been put to genuine use in the territory where it is protected during the
period of five years preceding the date of publication of the trade mark application against which opposition
has been filed.

33. Rule 22(2) of Regulation No 2868/95 provides that the indications and evidence for the furnishing of
proof of use of a trade mark are to consist of indications concerning the place, time, extent and nature of use
of the opposing trade mark for the goods and services in respect of which it is registered and on which the
opposition is based. That rule also provides that evidence in support' of those indications must be furnished.

34. In that regard, Rule 22(3) of Regulation No 2868/95 states that evidence of the use of the mark is, in
principle', to be confined to the submission of supporting documents and items such as' packages, labels, price
lists, catalogues, invoices, photographs, newspaper advertisements and statements in writing as referred to in
Article 76(1)(f) of Regulation No 40/94, which include statements in writing given under affirmation.

35. Furthermore, in order to interpret the concept of genuine use, it is necessary to take into account the fact
that the ratio legis of the requirement that the earlier mark must have been put to genuine use if it is to be
capable of being used in opposition to a Community trade mark application is to restrict the number of
conflicts between two marks, in so far as there is no sound economic reason resulting from an actual function
of the mark on the market (Silk Cocoon , cited in paragraph 19 above, paragraph 38). However, that provision
is not concerned with assessing the commercial success of an undertaking or with monitoring its economic
strategy, nor is it designed to reserve the protection of trade marks for large-scale commercial uses of them
(Case T-334/01 MFE Marienfelde v OHIM - Vétoquinol (HYPOVITON) [2004] ECR II-0000, paragraph 32).

36. As Ansul , cited in paragraph 19 above, shows in relation to the interpretation of Article 12(1) of First
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1), the legislative content of which is essentially similar to that of Article 43
of Regulation No 40/94, there is genuine use of a trade mark where the mark is used consistently with its
essential function, which is to guarantee the identity of the origin of the goods or services for which it is
registered, in order to create or preserve an outlet for those goods or services, but excluding token use for the
sole purpose
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of preserving the rights conferred by the mark (paragraph 43). In that regard, the condition of genuine use of
the mark requires that the mark, as protected in the relevant territory, be used publicly and outwardly (Silk
Cocoon , cited in paragraph 19 above, paragraph 39; see, to that effect and by way of analogy, Ansul , cited
in paragraph 19 above, paragraph 37).

37. The assessment of whether use of the trade mark is genuine must be based on all the facts and
circumstances relevant to establishing whether the commercial exploitation of the mark is real, particularly the
kinds of use regarded as warranted in the economic sector concerned to maintain or create a share in the
market for the goods or services protected by the mark, the nature of those goods or services, the
characteristics of the market and the scale and frequency of use of the mark (HIPOVITON , cited in
paragraph 35 above, paragraph 34; see, to that effect and by way of analogy, Ansul , cited in paragraph 19
above, paragraph 43).

38. In order to examine whether use of the earlier mark is genuine, an overall assessment must be made
taking account of all the relevant factors in the particular case (HIPOVITON , cited in paragraph 35 above,
paragraph 36). Furthermore, genuine use of a trade mark cannot be proved by means of probabilities or
suppositions, but must be demonstrated by solid and objective evidence of effective and sufficient use of the
trade mark on the market concerned (Case T-39/01 Kabushiki Kaisha Fernandes v OHIM - Harrison
(HIWATT) [2002] ECR II-5233, paragraph 47).

39. In the present case, the written statement of the applicant's director of international purchasing and the list,
presented in tabular form, of the products marketed contained indications concerning use of the mark in
relation to the place (Germany), time (1993 to 1999), extent (turnover by year and by product) and the nature
of the designated products (in particular, fruit juices).

40. As regards the written statement of the applicant's director of international purchasing, it must be noted
that Article 76(1)(f) of Regulation No 40/94 provides, by virtue of the reference to that provision in Rule 22
of Regulation No 2868/95, that proof of use of the mark may be established by statements in writing sworn
or affirmed or having a similar effect under the law of the State in which the statement is drawn up'. It
follows that it is necessary to consider the rules of the law of the Member State concerned as to the effects of
a written statement only in cases where such a statement has not been sworn or affirmed. It is not disputed in
the present case that the written statement of the applicant's director of international purchasing is a statement
that has been affirmed and that, as such, it was held to be admissible by the Board of Appeal. Accordingly,
and without it being necessary to examine its effects under German law, that statement constitutes evidence of
the kind referred to in Article 76(1)(f) of Regulation No 40/94, to which Rule 22 of Regulation No 2868/95
refers.

41. However, although the affirmation and the list, presented in tabular form, of the goods marketed by the
applicant may be considered to be admissible evidence, it is necessary to undertake an overall assessment of
the material in the file, taking account of all the relevant factors, in order to determine whether proof of
genuine use of the mark has been furnished. It should be noted in that regard that Rule 22(3) of Regulation
No 2868/95 makes various types of evidence available to the parties. Furthermore, there is nothing in either
Regulation No 40/94 or Regulation No 2868/95 to support the view that the evidence of the use of the mark,
seen as a whole or separately, must necessarily lead the Office to conclude that proof of genuine use has been
furnished.

42. In the present case, it must be held, first, that the affirmation and the list, in tabular form, of the products
marketed were drawn up by the applicant itself. It should be noted in that regard that, in order to assess the
evidential value of a document, regard should be had first and foremost to the credibility of the account it
contains. It is then necessary to take account, in particular, of the person from whom the document originates,
the circumstances in which it came into being, the person to whom it was addressed and whether, on its face,
the document appears sound
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and reliable (see, to that effect and by way of analogy, Joined Cases T25/95, T-26/95, T-30/95 to T-32/95,
T-34/95 to T-39/95, T42/95 to T-46/95, T48/95, T-50/95 to T-65/95, T-68/95 to T-71/95, T-87/95, T-88/95,
T-103/95 and T-104/95 Cimenteries CBR and Others v Commission [2000] ECR II-491, paragraph 1838; see
also Opinion of Advocate General Léger in Case C-57/02 P Acerinox v Commission [2005] ECR I-0000,
point 202). There is nothing in either Regulation No 40/94 or Regulation No 2868/95 to support the
conclusion that the evidential value of items of evidence of the use of the mark, including affirmations, must
be assessed in the light of the national law of a Member State.

43. Second, at no stage of the proceedings before the Office did the applicant provide further evidence to
support, in particular, the figures included in its affirmation and in its list of the products marketed.

44. The only additional evidence placed on the file comprised copies of the specimen packages of the
products concerned, which did not bear any date. Even if those copies might have the effect of corroborating
the nature' (fruit juice) and possibly the place' (as the wording on them was in German) of the use of the
mark, they provide no evidence to corroborate the time and the extent of that use.

45. Finally, it must be observed that the additional evidence which could have supported the information
contained in the affirmation - for example, invoices, catalogues or newspaper advertisements - is not of a kind
which it would have been difficult for the applicant to obtain. That evidence could have been presented to the
Board of Appeal, particularly as the decision of the Opposition Division had already referred to the lack of
sufficient evidence as to use of the mark.

46. In the light of the above, and having regard to all the relevant factors, it must be held that the Board of
Appeal was not wrong to hold that proof of the use of the earlier national mark had not been furnished.

47. The other arguments put forward by the applicant do not invalidate that assessment.

48. With respect to the fact that the Board of Appeal referred in the contested decision to Ansul and Silk
Cocoon , cited in paragraph 19 above, which we said to be irrelevant in the present case, it is sufficient to
point out that, contrary to what the applicant argues, the Board of Appeal did not state that those cases dealt
with the issue of which documents were sufficient to prove genuine use of the mark. As is clear from
paragraph 15 of the contested decision, the Board of Appeal referred to those cases only in so far as they
define the concept of genuine use' within the meaning of the Community rules. That argument is thus
factually incorrect.

49. With respect to the argument that the contested decision is inconsistent with earlier decisions of the
Boards of Appeal of the Office, it is sufficient to note that the lawfulness of decisions of the Boards of
Appeal is to be assessed purely on the basis of Regulation No 40/94, as interpreted by the Community
judicature, and not of the Boards' practice in earlier decisions (Case T-36/01 Glaverbel v OHIM (Design
applied to a sheet of glass) [2002] ECR II-3887, paragraph 35, and Joined Cases T79/01 and T-86/01 Bosch v
OHIM (Kit Pro and Kit Super Pro) [2002] ECR II4881, paragraph 32). That argument is accordingly of no
effect.

50. For all the above reasons, the first plea in law must be rejected.

Infringement of the right to be heard

Arguments of the parties

51. The applicant contends that, inasmuch as the Board of Appeal did not indicate that it had doubts as to the
reliance to be placed on the affirmation and only afforded it limited evidential value, it should first have given
the applicant the opportunity of submitting observations pursuant
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to the second sentence of Article 73 of Regulation No 40/94. The applicant states that, in the light of a
decision of another Board of Appeal in another case (Grafenwälder/Grafenwalder , referred to in paragraph 21
above), it was entitled to assume that the documents produced before the Office were sufficient to provide
information as to the place, time, extent and nature of the use of the mark. In particular, the applicant states
that it had no reasons to believe that the Board of Appeal would accord limited evidential value to the
affirmation. The applicant accordingly considers that it should have been informed by the court' determining
the matter of a legal opinion of which it was unaware and which was to form the basis of the decision of that
court'. In those circumstances, the present case may be distinguished from that which gave rise to the
judgment of the Court of First Instance in Case T198/00 Hershey Foods v OHIM (Kiss device with plume)
[2002] ECR II-2567), to which the contested decision refers.

52. For its part, the Office considers that the right to be heard extends to all the factual and legal material
which forms the basis of the decisionmaking act, but not to the final position which the authority intends to
adopt. In those circumstances, the Office considers that there was no infringement of the right to be heard by
the Opposition Division and that, in any case, that body's decision cannot be the subject of an appeal before
the Court of First Instance.

53. If, however, the plea relied upon by the applicant is intended to refer to the decision of the Board of
Appeal, the Office considers that the complaint based on failure to observe the right to be heard is
incomprehensible, in that the Board of Appeal rejected the opposition for the same reason as the Opposition
Division.

54. The intervener, for its part, considers that the Office can reach its decision only on the basis of the facts
which are within the knowledge of both the parties and on which they have had an opportunity to present
their comments. The assessment of the extent to which facts adduced are sufficient to prove actual and
genuine use of the mark is a question of law. It is not a question of findings of fact but rather of the legal
assessment of the documents produced, which the Office does not have to communicate to the parties in
advance. The intervener also states that it would contravene the Office's duty of neutrality to encourage one of
the parties to provide further evidence of the use of the mark.

Findings of the Court

55. The first point to be noted is that, by its plea based on infringement of the principle of the right to be
heard, the applicant is in fact pleading a contravention of the second sentence of Article 73 of Regulation No
40/94, which provides that the decisions of the Office may be based only on reasons or evidence on which
the parties concerned have had an opportunity to present their comments.

56. It must also be pointed out that the applicant stated at the hearing that that plea is intended to cover both
the procedure leading to the decision of the Opposition Division and the procedure leading to the contested
decision.

57. As regards the procedure leading to the decision of the Opposition Division, the plea was raised for the
first time at the stage of the oral procedure.

58. The first subparagraph of Article 48(2) of the Rules of Procedure of the Court of First Instance provides
that no new plea in law may be introduced in the course of proceedings unless it is based on matters of law
or fact which have come to light in the course of the procedure.

59. In any event, by virtue of Article 63(1) of Regulation No 40/94, actions may be brought before the
Community judicature only against decisions of the Boards of Appeal. It must accordingly be held that it is
only pleas directed against the decision of the Board of Appeal itself which are
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admissible in such an action.

60. In so far as it relates to the decision of the Opposition Division, the plea of infringement of the second
sentence of Article 73 of Regulation No 40/94 must therefore be rejected as being inadmissible.

61. With respect to the contested decision, even assuming that the applicant is in fact criticising the Board of
Appeal for failing to annul the decision of the Opposition Decision notwithstanding an alleg ed procedural
defect which vitiates that decision, it must be held that the contested decision was right to state, at paragraph
26, that the Office is entitled when examining the file to use all the information provided by a party without
first giving him the opportunity of presenting comments on that information. In any event, the Board of
Appeal would not have been obliged to annul the decision of the Opposition Division on that ground alone, in
the absence of any substantive illegality. Furthermore, it must be pointed out that the applicant brought an
appeal before the Board of Appeal in order, in particular, to state its position as to the relevance of the
material provided in order to prove genuine use of the mark in the present case, and that it was therefore
heard in that regard.

62. As regards the right to be heard before the Board of Appeal itself, it must be pointed out that the
assessment of the facts forms part of the decision-making act. The right to be heard extends to all the factual
and legal factors on which the decision-making act is based, but not to the final position which the authority
intends to adopt (see, by way of analogy, Joined Cases T-129/95, T-2/96 and T-97/96 Neue Maxhütte
Stahlwerke and Lech-Stahlwerke v Commission [1999] ECR II-17, paragraph 231). Furthermore, as has
already been pointed out, as the applicant itself produced the documents in question before the Office, it
plainly had the opportunity of presenting its comments on them and on their relevance. In those
circumstances, the Board of Appeal was not obliged to hear the applicant in relation to the assessment of the
facts on which it chose to base its decision.

63. For those reasons, the plea of infringement of the second sentence of Article 73 of Regulation No 40/94
must be rejected.

Infringement of the principle that the subject-matter of a case is delimited by the parties

Arguments of the parties

64. According to the applicant, the principle that the subjectmatter of a case is delimited by the parties, which
is contained in Article 74(1) of Regulation No 40/94, means that, unless the Board of Appeal had reason to
doubt the reliability of the information provided by way of affirmation as the result of an observation of the
intervener or contradictory indications contained in the documents, it was not entitled to dispute the
information on its own initiative and to accord the affirmation only inferior evidential value.

65. In the present case, the Board of Appeal was wrong to hold that there was no infringement of Article
74(1) of Regulation No 40/94. The Board of Appeal failed to draw any conclusions from the absence of any
challenge on the intervener's part to the evidence provided as to the use of the mark. Furthermore, the Board
of Appeal failed to have regard to the fact that the nature and the content of that evidence had impliedly been
accepted as being conclusive, as the intervener restricted the list of its products and subsequently made no
further observations on the likelihood of confusion, even in the appeal proceedings. In those circumstances,
there was no reason to doubt the correctness and the veracity of the evidence produced. According to the
applicant, the Opposition Division therefore had no legal basis, first, on its own initiative to consider that
evidence to have been challenged, second, to doubt the reliability of the information contained in the
affirmation and, third, to accord it only inferior evidential value. On those grounds alone, the contested
decision is vitiated by a material procedural error.
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66. With regard to the question whether proof of use was established by reason of the fact that the intervener
no longer challenged that use following the lodging by the applicant of the documentary evidence relating to
it, the Office states that the Court has already ruled on that point in Case T-232/00 Chef Revival USA v
OHIM - Massagué Marín (Chef) [2002] ECR II-2749. That judgment provides that it follows from Article
74(1) of Regulation No 40/94 that it is for the parties to furnish evidence in support of their applications. It
does not specify an exception to that principle where no challenge is brought.

67. As regards the question whether the absence of a response may be considered as acquiescence to the facts,
the Office notes that neither Regulation No 40/94 nor Regulation No 2868/95 expressly refers to such a
principle. If the applicant submits no observations, the Office may rule on the opposition on the basis of the
evidence available to it. The Office also states that, even where the applicant makes no response to an
opposition, it has the application before it and, together with the opposition, the necessary basis for giving a
decision.

68. The Office adds that, under Article 43(2) of Regulation No 40/94, where the applicant for registration of
the mark has lodged a request that use of the opponent's mark be proved, the opposition must be rejected
where that proof is not provided.

69. Lastly, in the light of those points, the Office states that the applicant's argument that the restriction of the
application for registration represents an implied acceptance cannot be followed. According to the Office, such
a restriction can be made at any time and is not connected in any way to the opposition procedure. The
applicant's position in that regard is not persuasive.

70. The intervener states, for its part, that, by virtue of Article 74(1) of Regulation No 40/94, the examination
of the facts by the Office is restricted to the facts, evidence and arguments provided by the parties and the
relief sought. An opposition cannot therefore be rejected solely on the ground that the opponent has not
proved real and genuine use, if the applicant has not challenged the use of the mark on which the opposition
is based. The intervener goes on to say that, if the use of the mark on which the opposition is based is
challenged at any point in the procedure, the challenge applies to the whole of the procedure, including any
proceedings on appeal. It is accordingly unnecessary to respect the challenge, as it ceases to have effect only
where the applicant for registration of the mark expressly withdraws it or expressly acknowledges real and
genuine use of the earlier mark, which was not the case here.

71. The intervener adds that it submitted observations as to the lack of use of the mark in the proceedings
before the Board of Appeal. As to the fact that, in the opposition procedure, it argued only that there was a
likelihood of confusion between the marks, that does not mean that it withdrew its plea based on lack of real
and genuine use. Such a withdrawal could only have been made expressly, which was not the case here.

72. As regards the restriction of the list of products referred to in its application for registration, the intervener
takes the view that that restriction does not mean that it impliedly abandoned its challenge to the use of the
mark. That challenge could only be withdrawn by an express statement to the Office. The intervener adds that
the restriction of the list of goods and services concerned other matters and put an end to other opposition
procedures.

Findings of the Court

73. The first point to be noted here is that, by the plea of infringement of the principle that the subject-matter
of a case is delimited by the parties, the applicant is in fact alleging infringement of Article 74(1) of
Regulation No 40/94.

74. That provision states that in proceedings relating to relative grounds for refusal of registration,
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the Office shall be restricted in [its] examination to the facts, evidence and arguments provided by the parties
and the relief sought'. The expression relief sought' extends in the present case to the application for
registration of the mark and the application for opposition brought against such registration. The expression
facts, evidence and arguments' extends to the factual and legal material put forward by the parties in support
of their applications.

75. In this case, the Office was thus faced with two applications for relief within the meaning of Article 74(1)
of Regulation No 40/94. The first, made by the intervener, was for registration of the Salvita trade mark. The
second, made by the applicant, was an opposition to that registration by reason of the existence of the earlier
SOLEVITA trade mark. Those two applications were supported by the facts, evidence and arguments put
forward by the parties.

76. It must be noted in that regard that, while the wording of Article 74(1), in its French version, does not
expressly refer to the production of evidence by the parties, it nevertheless follows from it that it is also for
the parties to provide the evidence in support of the relief sought. That interpretation is confirmed by an
analysis of other language versions of the same provision, in particular the English version, which refers to
the facts, evidence and arguments provided by the parties', the German version, which refers to das
Vorbringen ... der Beteiligten', and the Italian version, which refers to [ai] fatti, prove ed argomenti addotti...
dalle parti' (Chef , cited in paragraph 66 above, paragraph 45).

77. Furthermore, Article 43(2) and (3) of Regulation No 40/94 provide that, if the applicant so requests, the
proprietor of an earlier trade mark who has given notice of opposition is to furnish proof that that mark has
been put to genuine use or that there are proper reasons for non-use. The presentation of such a request by
the applicant therefore has the effect of shifting the burden of proof to the opponent to demonstrate genuine
use (or the existence of proper reasons for non-use) if it is not to have its opposition dismissed. For that to
occur, the request must be made expressly and timeously to the Office. It follows that the lack of proof of
genuine use can only be penalised by rejecting the opposition where the applicant has expressly and timeously
requested such proof before the Office (Joined Cases T-183/02 and T-184/02 El Corte Inglés v OHIM -
Gonzalez Cabello and Iberia Líneas Aéreas de España (MUNDICOR) [2004] ECR II-0000, paragraphs 38 and
39).

78. In the present case, the intervener requested the applicant on 27 October 1999 to furnish proof of genuine
use of its mark in accordance with Article 43(2) of Regulation No 40/94. It is not in dispute that that request
was made expressly and timeously. It had the effect of shifting the burden of proving genuine use of the mark
to the applicant.

79. In those circumstances, having regard to the fact that the application for registration of the Salvita trade
mark was not withdrawn by the intervener, that it was for the applicant to prove genuine use of the mark and
that that proof was not furnished, it must be concluded that the Office was right to reject the application for
opposition, notwithstanding the absence of any challenge on the intervener's part to the material put forward
by the applicant in support of its opposition.

80. With respect to the applicant's argument that the intervener restricted the list of products referred to in its
application for registration and thus impliedly took the view that proof of genuine use of the mark had been
furnished, it must be pointed out that the intervener applied to restrict only the list of products falling under
Class 5 of the application for a Community trade mark. Moreover, it is common ground that the opposition
brought by the applicant referred only to products falling within Classes 29, 30 and 32 of the application for
a Community trade mark. It follows that the restriction of the list of products referred to in the registration
could not, in the present case, have any effect on the intervener's opposition. In any event, it should be
recalled that it was for the applicant to provide proof that the mark in question had been put to genuine use.
In the absence of such proof, and inasmuch as the application for registration of the Community
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trade mark lodged by the applicant was not withdrawn, the Office was entitled to reject the applicant's
opposition.

81. In the light of the above, the plea of infringement of the second sentence of Article 74(1) of Regulation
No 40/94 must be rejected and, accordingly, the action must be dismissed in its entirety.

Costs

82. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM and the intervener have applied for costs, the applicant must be ordered to pay the costs.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2005. Canali Ireland Ltd v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Figurative mark CANAL JEAN CO. NEW YORK - Opposition by the proprietor of the national word

mark CANALI - Likelihood of confusion. Case T-301/03.

In Case T301/03,

Canali Ireland Ltd, established in Dublin (Ireland), represented by C. Gielen and O. Schmutzer, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Apostolakis and S. Laitinen, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervening before the Court of First
Instance, being

Canal Jean Co. Inc., established in New York (United States), represented by M. Cover, Solicitor,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 17 June 2003 (Case R
103/2002-2) relating to Opposition Proceedings No 78859 between Canali SpA and Canal Jean Co. Inc.,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, I. Labucka and V. Trstenjak, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court on 29 August 2003,

having regard to the response lodged by OHIM at the Registry of the Court on 17 December 2003,

having regard to the response lodged by the intervener at the Registry of the Court on 15 December 2003,

having regard to the reply lodged at the Registry of the Court on 2 February 2004,

further to the hearing on 15 February 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1) Dismisses the application;

2) Orders the applicant to pay the costs.

Background to the dispute

1. On 22 November 1996, the intervener filed with the Office for Harmonisation in the Internal

© An extract from a JUSTIS database



62003A0301 European Court reports 2005 Page 00000 2

Market (Trade Marks and Designs) (OHIM) an application for registration of a Community trade mark under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. Registration was sought in respect of the following figurative mark:

>image>0

3. The goods and services designated in the application for registration fall within Class 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and are described as follows: Clothing,
footwear, headgear'.

4. The application was published in Community Trade Marks Bulletin No 42/98 of 8 June 1998.

5. On 3 September 1998, Canali SpA filed a notice of opposition pursuant to Article 42(1) of Regulation No
40/94 against registration of the mark on the ground of likelihood of confusion, within the meaning of Article
8(1)(b) of Regulation No 40/94, between the mark applied for and the earlier mark held by it.

6. The earlier trade mark relied on in support of the opposition is the word mark CANALI and covers goods
and services in Classes 3, 6, 9, 14, 16, 18, 20, 25, 34 and 42.

7. Canali SpA directs its opposition against all the goods designated in the Community trademark application.

8. By decision of 27 November 2001, the Opposition Division allowed the opposition, refusing registration of
the mark applied for on the ground that, in combination with the identity of the goods designated by each
mark and the high degree of distinctiveness of the earlier mark, the high likelihood of association outweighed
the low degree of similarity between the signs and led to a likelihood of confusion.

9. On 25 January 2002, the intervener brought an appeal under Articles 57, 58 and 59 of Regulation No
40/94 and Rule 48 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Regulation No 40/94 (OJ 1995 L 303, p. 1), seeking to have the decision annulled for infringement of Article
8(1)(b) of Regulation No 40/94.

10. By decision of 17 June 2003 (the contested decision'), the Second Board of Appeal of OHIM granted the
appeal.

Procedure and forms of order sought

11. Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (First Chamber) decided to
open the oral procedure and, by way of measures of organisation of procedure, asked the parties to answer
certain questions. The Court first invited the parties to lodge their observations on the admissibility of the
action, in view of the fact that the party to the proceedings before OHIM was Canali SpA and not the
applicant. The parties presented their observations within the prescribed time-limit. The Court also asked
OHIM and the intervener to confirm that, taking into account the documents submitted by the applicant in the
course of the present proceedings, Canali Ireland Ltd in fact replaced Canali SpA in so far as the
administrative steps before OHIM were concerned. This was confirmed by OHIM. The intervener made no
objection in that regard.

12. The parties presented oral arguments and replied to the questions of the Court at the hearing on 15
February 2005.

13. The applicant claims that the Court should:

- annul the contested decision;
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- allow the opposition entered against the application for registration and refuse the application to register the
trade mark in its entirety and/or make any other order it deems fit;

- order the intervener to pay the costs.

14. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

15. The intervener contends that the Court should:

- dismiss the action;

- make an award of costs in its favour in relation to the costs of the intervention.

Admissibility

Arguments of the parties

16. During the written procedure, OHIM and the intervener pointed out that the applicant was not a party to
the proceedings before OHIM and that it claimed to be the new holder of the earlier trade mark CANALI.
According to them, the applicant has not shown that it has standing to bring the present action and the deed
of assignment annexed to the application does not refer to the earlier mark relied on in the opposition
proceedings.

17. In its reply, the applicant explains that, whilst the deed of assignment does not mention the original
registration number of the earlier mark CANALI, it refers to the number and date of the renewal certificate
(No 822 119 of 3 May 1999) for that mark. The database of the Italian Trade Mark Office reports the last
renewal number, as the renewal certificate indicates the previous registrations which have been renewed. The
renewal certificate clearly indicates that it concerns renewal of the Italian trade mark CANALI, first
registration number 513 948, dated 2 October 1989, which was the earlier mark relied on in the opposition
proceedings.

Findings of the Court

18. Article 63(4) of Regulation No 40/94 provides that an action against a decision of a Board of Appeal is
open to any party to proceedings before the Board of Appeal adversely affected by its decision'.

19. The Court holds that, in accordance with Article 63(4) of Regulation No 40/94, the new owners of an
earlier trade mark may bring an action before the Court and should be accepted as a party to the proceedings
once they have proven ownership of the right invoked before OHIM.

20. The Court finds that since the new holder of the earlier Italian trade mark has submitted proof of transfer
of the mark in question, for his part, and OHIM has recorded the transfer of the Italian trade mark CANALI
from Canali SpA to the applicant following the proceedings before the Board of Appeal, the applicant
becomes the party to the proceedings before OHIM.

Substance

21. In relation to the first head of claim, seeking annulment of the contested decision, the applicant puts
forward a single plea in law alleging infringement of Article 8(1)(b) of Regulation No 40/94.

Arguments of the parties

22. The applicant claims that the contested decision is unfounded, inasmuch as the Board of Appeal wrongly
found that there was no likelihood of confusion between the two marks.
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23. So far as similarity between the signs is concerned, the applicant takes the view that, given the similarity
of the goods and the marks concerned, it is the likelihood of confusion on the part of the relevant public, in
this case average consumers in Italy, which must be assessed.

24. As regards the signs themselves, the applicant submits that the word canal' is the dominant verbal element
of the mark applied for and bears a close similarity to the earlier mark. The additional elements of the mark
applied for are too common to play a decisive role which would make the average Italian consumer perceive
them as distinctive elements.

25. The applicant admits, first, that visually the mark applied for contains a number of elements that are
different from the earlier mark.

26. Second, the applicant submits that the signs in question are aurally similar. When consumers discuss the
intervener's products with each other or with a shopkeeper, they will almost certainly refer to those products
as Canal' or Canal Jean(s)'. The element canal' is therefore the most striking element of the mark applied for.

27. Third, the applicant takes the view that the signs are conceptually similar: canali' means channels' and a
large number of consumers will associate the term canal' in the mark applied for with the concept of channel,
because this word means channel' in some dialects of Northern Italy.

28. Fourth, given the conceptual and aural similarity of the signs, the visually different elements in the
application cannot counteract the likelihood of confusion.

29. The applicant submits further that it is common in the clothing sector for the same mark to be configured
in different ways according to the type of product for which it is used and that it is common for the same
clothing manufacturer to use sub-brands.

30. The applicant claims, finally, that there is a likelihood of confusion between the signs in question owing
to the highly distinctive character of the earlier mark and the identity of, or high degree of similarity between,
the goods in question.

31. OHIM contends that there are considerable differences between the two marks. It takes the view that the
applicant reaches its conclusion that the signs are similar by focusing entirely and exclusively on the word
element canal' in the mark applied for and ignoring, at least as far as the aural and conceptual aspects are
concerned, the other elements of that mark.

32. It observes that this was essentially the reasoning of the Board of Appeal in the contested decision when
it held that to conclude that the mark applied for and the earlier mark are similar would require a radical
deconstruction of the mark, a process which the consumers are unlikely to attempt, let alone perform. Thus,
contrary to what the applicant claims, the additional elements of the mark applied for must likewise be taken
into account when comparing the signs, given that some of them are, to a certain extent, distinctive in their
own right.

33. Comparing the signs, OHIM points out that, visually, the mark applied for contains some elements that are
different from the earlier mark. The chequered pattern and the additional words jean co. New York' in the
mark applied for clearly counterbalance the similarity between the earlier mark CANALI and the word canal'
of the trade mark applied for.

34. As regards the aural aspect, the trade mark applied for will be pronounced as Canal Jean Co. New York'
because it is unusual for figurative elements to be described when pronouncing a sign. There are certain aural
similarities between the opposing signs, given that five of the six letters in the earlier mark CANALI coincide
with the word canal' in the mark applied for. Nevertheless, as that mark contains four additional words
consumers will not disregard them entirely in their pronunciation of the mark, so that it will be distinguished
aurally from the earlier mark.
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35. Conceptually, the earlier mark may be perceived either as a surname or as the plural of the Italian word
canale'. Bearing in mind in particular the goods in question (clothing) and the particular market, namely the
Italian fashion sector, in which surnames are widely used, it is more than likely that the Italian consumer will
perceive it as a name rather than as that term. On the other hand, taken as a whole, and disregarding its
dominant elements, the mark applied for will be perceived as referring to a company and a city.

36. OHIM argues that the goods designated in the application for a trade mark here are clothing, footwear and
headgear, that is to say, products which are not usually ordered or referred to orally but are chosen by
consumers on the basis of their appearance, suitability, colour and size. They are usually picked up and tried
on, or in any event closely inspected, before being purchased. It is evident that the aural or conceptual impact
of the trade mark is less important. Thus, the visual dissimilarities between the signs at issue are particularly
relevant.

37. OHIM concludes therefore that the Board of Appeal was right to hold that, overall, the signs are
dissimilar.

38. As regards the risk that the public might believe that the goods in question come from the same
undertaking, OHIM observes first that the mark applied for does not reproduce the earlier mark. A sub-brand
must, by definition, include the original mark itself. Next, it argues that the mark applied for includes far too
many additional elements for consumers to believe that it is a sub-brand of the applicant's mark. In order for
consumers to make the connection between the principal mark and the sub-brand, the latter must include an
indication as to the type of clothing to be marketed under that sub-brand.

39. Finally, as regards the acquired distinctiveness of the earlier mark, the Board of Appeal did not, in the
contested decision, consider whether the Opposition Division's assessment of that was correct but assumed, for
reasons of procedural economy', that the earlier mark had enhanced distinctiveness. As the applicant did not
contest that assumption, it is not the subject of these proceedings.

40. It follows from all the foregoing that the Board of Appeal was right to hold that, because the signs are
dissimilar and despite the identity of, or similarity between, the goods and despite the enhanced distinctiveness
acquired by the earlier mark, there is no likelihood of confusion on the part of the public in the area in which
the earlier mark is protected.

41. The intervener considers that there is no likelihood of confusion between the marks at issue and supports
the arguments put forward by OHIM. It adds that each of the elements of the mark applied for points to a
New York clothing company with a connection to the fashionable Canal Street area. All the elements combine
to give a single overall impression which is quite distinct from the earlier mark.

Findings of the Court

42. Article 8(1)(b) of Regulation No 40/94 provides that upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected', likelihood of confusion' including likelihood of association with the earlier trade mark'. Furthermore,
under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means trade marks registered in a
Member State with a date of application for registration which is earlier than that of the application for
registration of the Community trade mark.
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43. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings constitutes a
likelihood of confusion.

44. The same case-law dictates that the likelihood of confusion must be assessed globally, according to the
perception which the relevant public has of the signs and of the products or services in question and taking
into account all the factors relevant to the circumstances of th e case, in particular the interdependence
between the similarity of the signs and that of the goods or services designated (see Case T162/01
Laboratorios RTB v OHIM Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II2821,
paragraphs 31 to 33 and the cases cited).

45. In the present case, given that the earlier trade mark is registered in Italy and that the goods are everyday
consumer items, namely clothing, the relevant public for assessing the likelihood of confusion is composed of
average consumers in Italy.

46. It is common ground that the goods designated by the mark applied for and the goods covered by the
earlier mark are at least similar. It is therefore necessary to compare the relevant signs in this case visually,
aurally and conceptually.

47. The global assessment of the likelihood of confusion must, as regards the visual, aural or conceptual
similarity of the marks in question, be based on the overall impression created by them, bearing in mind, in
particular, their distinctive and dominant components (Case T292/01 Phillips-Van Heusen v OHIM Pash
Textilvetrieb und Einzelhandel (BASS) [2003] ECR II4335, paragraph 47).

48. As regards, first, the visual comparison, the Board of Appeal held that it would require a radical
deconstruction of the mark applied for to arrive at the conclusion that the elements to be compared are merely
canal' and canali' (paragraph 21 of the contested decision). The mark applied for has a number of components,
both verbal and figurative, differentiating it from the opposing mark, such as jean', co.', New York' and the
checkerboard design. These elements will assist the consumer with an imperfect memory to distinguish
between the marks. The goods of the mark applied for may for instance be recalled as the ones from the
company in New York or as the ones with the checkerboard.

49. The Court observes that the fact that the earlier mark and the mark applied for contain the words canali'
and canal', which bear a certain resemblance to one another, is of little consequence in the context of a global
comparison of the signs and is not in itself sufficient to justify the conclusion that the signs are visually
similar.

50. Because the mark applied for contains other word elements, namely the words jean', co.' and New York',
the overall impression conveyed by each sign is different. In addition, the mark applied for includes a
figurative element, the checkerboard design. It should be recalled that, as held in GIORGIO BEVERLY
HILLS , cited above, (paragraph 33), the average consumer normally perceives a mark as a whole and does
not proceed to analyse its various details.

51. It follows that the Board of Appeal was right to hold that the differences between the relevant signs are
sufficient to support the conclusion that the signs as a whole are not visually similar.

52. As regards, next, the aural comparison, the Board of Appeal did not specifically evaluate the signs in
question. It merely stated that the elements jean', co.' and New York' also accentuate the aural differences
between the marks (paragraph 21 of the contested decision).

53. It must be observed in that connection that the contested mark is composed of six syllables, of which only
one, the syllable ca', is the same as in the earlier mark, which is composed of three syllables. Five out of six
letters of the word canali' of the earlier mark are the same as in the first word of the mark applied for, canal'.
The Court therefore considers that, as the mark applied
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for contains four additional words, consumers are unlikely to disregard those words and will thus distinguish
the earlier mark in their pronunciation of the mark.

54. In this context the Court considers that the applicant is mistaken in seeking to rely on the judgments in
Case T104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II4359, Case T6/01 Matratzen
Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR II4335, in which the Court of First Instance
found that the dominant word element was present in each sign. In this case, by contrast, only part of the first
word of the earlier mark is present in the mark applied for.

55. In that connection, as OHIM correctly submitted, the degree of aural similarity between the two marks is
of less importance, the goods being marketed in such a way that when making a purchase the relevant public
usually perceives the mark designating those goods visually. This is certainly the case with clothing (BASS ,
cited above, paragraph 55).

56. Thus aurally the signs have fewer common elements than different ones. The marks in question are
therefore aurally dissimilar.

57. Finally, as regards the conceptual comparison of the two signs, the Board of Appeal did not evaluate the
signs but stated that the abovementioned elements accentuated the conceptual differences between the marks.

58. The earlier mark CANALI will be perceived rather as being the plural of the Italian word canale',
meaning channel', or as a surname, which is very commonly used in the Italian fashion sector.

59. The word canal' will be recognised by the relevant consumer as an English word, canal'. The word jean'
can be understood to refer to some of the goods covered by the mark applied for. The element co.' will be
recognised by the relevant public as the abbreviation for the English word company'. The word New York' is
a geographical designation, not descriptive of the goods in question, and has a semantic relevance which,
combined with the words canal jean co.' will be perceived by the Italian public as referring to a New
Yorkbased clothing company. As far as the checkerboard design is concerned, the argument of the intervener
that the public will associate this with taxis or with the Canal Street Area in New York cannot be accepted.
In any event, as a whole the mark applied for has an effect that is conceptually different from that of the
earlier mark.

60. Consequently, the Board of Appeal was right to conclude that there is no conceptual similarity between
the signs in question.

61. As regards the applicant's argument that it is common in the clothing sector for the same mark to be
configured in different ways and for the same clothing manufacturer to use sub-brands for the same clothes,
the Court finds that the degree of similarity between the marks at issue is not sufficiently great to justify the
conclusion that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from undertakings which are economically linked (Case C39/97 Canon
[1998] ECR I5507, paragraph 29, Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraph 17;
Fifties , cited above, paragraph 25).

62. As far as the enhanced distinctiveness of the earlier mark is concerned, as the opposing marks have been
found to be visually, aurally and conceptually dissimilar, this cannot alter the overall assessment of the
likelihood of confusion (see, to that effect, Case T311/01 Les Editions Albert René v OHIM - Trucco (Starix)
[2003] ECR II-4625, paragraph 61).

63. In the light of all those considerations, the Court finds that the Board of Appeal correctly held, in
paragraph 21 of the contested decision, that there was no likelihood of confusion in the minds of the relevant
public between the mark applied for and the earlier mark, within the meaning
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of Article 8(1)(b) of Regulation No 40/94.

64. Given the differences between the marks at issue, that finding is not invalidated by the fact that the goods
covered by the mark applied for are identical to the goods designated by the earlier trade mark.

65. The plea alleging infringement of Article 8(1)(b) of Regulation No 40/94 is therefore unfounded.

66. It follows that the first head of claim, seeking the annulment of the contested decision, must be rejected.

67. As regards the second head of claim, to the effect that the Court should allow the opposition and refuse
the application to register the trade mark in its entirety, the context of the various claims made by the
applicant show that this head of claim depends on the success, at least in part, of the application for
annulment, so that it is made only in the event that the first head of claim succeeds.

68. As stated in paragraph 65 above, there are no grounds for annulling the contested decision. It follows that
there is no need to rule on the admissibility or the merits of the second head of claim.

Costs

69. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. As the applicant has been unsuccessful, it must
be ordered to pay the costs of OHIM and the intervener, in accordance with the forms of order sought by
them.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Focus Magazin Verlag GmbH v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition proceedings - Application for Community word mark Hi-FOCuS - Earlier national

word mark FOCUS - Scope of the examination conducted by the Board of Appeal - Assessment of
evidence produced before the Board of Appeal. Case T-275/03.

In Case T-275/03,

Focus Magazin Verlag GmbH, established in Munich (Germany), represented by U. Gürtler, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, B. Müller and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the OHIM Board of Appeal having been

ECI Telecom Ltd, established in Petah Tikva (Israel),

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 30 April 2003 (Case R
913/20014) concerning opposition proceedings between Focus Magazin Verlag GmbH and ECI Telecom Ltd,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: K. Andova, Administrator,

having regard to the application and reply lodged at the Registry of the Court of First Instance on 4 August
2003 and 2 April 2004, respectively,

having regard to the response and rejoinder lodged at the Registry of the Court of First Instance on 10
December 2003 and 8 July 2004, respectively,

further to the hearing on 12 May 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 30 April 2003 (Case R 913/20014);

2. Orders the defendant to pay the costs.

Background to the case

1. On 1 October 1999, ECI Telecom Ltd (ECI Telecom') filed an application for a Community trade mark at
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
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mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the word sign HiFOCuS.

3. The goods and services in respect of which registration of the trade mark was sought are in Classes 9 and
38 of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes
of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following
description:

- Class 9: Telecommunication and switching systems for transporting a variety of telephone services and
consisting of a scaleable broadband access system; telecommunication systems utilising copper technology;
telecommunication systems utilising optical fibres; telecommunication and switching systems utilising an
asynchronous transfer mode; telecommunication systems for transporting a variety of telephone services
between an area network and a subscriber including a central office and a subscriber unit';

- Class 38: Transporting a variety of telephone services in a scaleable broadband access system; transporting
telecommunication in systems utilising copper technology; transporting telecommunication in systems utilising
optical fibres; transporting telecommunication and providing switching services in asynchronous transfer mode
systems; providing telephone services between an area network and a subscriber including a central office and
a subscriber unit'.

4. The application was filed in English. French was designated as the second language under Article 115(3)
of Regulation No 40/94.

5. That application was published in Community Trade Marks Bulletin No 41/00 of 22 May 2000.

6. On 18 July 2000, Focus Magazin Verlag GmbH gave notice of opposition under Article 42 of Regulation
No 40/94 against the registration of the trade mark applied for. The opposition was based on the national
word mark FOCUS, registered in Germany on 23 May 1996 under No 394 07 564, in respect of goods and
services coming within Classes 3, 5, 6, 7, 8, 9, 14, 15, 18, 20, 21, 24, 25, 26, 28, 29, 30, 33, 34, 36, 38, 39,
41 and 42.

7. Notice of opposition was given against all the goods and services covered by the Community trade mark
application and was based on all the goods and services covered by the earlier mark. In the notice of
opposition, the applicant relied on the relative grounds for refusal laid down in Article 8(1)(b) and Article
8(5) of Regulation No 40/94.

8. The notice of opposition contained, by way of proof of registration of the earlier mark, a certificate of
registration of the German mark on which the opposition was based, issued in German, and also a certificate
of registration of the international trade mark FOCUS bearing No 663 349, of which the applicant was also
the proprietor, drawn up in French. The applicant had chosen French as the language of the proceedings.

9. On 19 September 2000, the Opposition Division gave the applicant until 19 November 2000 to provide the
list of goods and services in French, failing which the notice of opposition would be rejected as inadmissible.
The document by which that period was granted contained the words Notification to the opponent of the
deficiencies noted in the notice of opposition (Rules 15 and 18(2) of [Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1)])'.

10. By fax of 27 September 2000, the applicant informed OHIM that it had already produced the translation
requested, at the same time as the notice of opposition. It again provided the certificate of registration of
international trade mark No 663 349, stating that it was the official translation of the international registration
of the German trade mark on which the opposition was based, as established by the World Intellectual
Property Organisation (WIPO).
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11. On 15 January 2001, the Opposition Division sent the applicant another document entitled Notification to
the opponent of the date of opening of the adversarial phase of the opposition proceedings and of the
time-limit for providing the facts, evidence and arguments in support of an opposition (Rules 19(1), 16(3),
17(2) and 20(2) of Regulation [No 2868/95])'. That document was accompanied by an explanatory note on the
evidence to be provided in support of the opposition.

12. By letter of 21 March 2001, ECI Telecom informed the applicant of its wish to settle the matter
amicably.

13. On 15 May 2001, the applicant provided additional documents containing facts, evidence and arguments
in support of its opposition.

14. On 12 July 2001, OHIM informed the applicant that it had forwarded those documents to ECI Telecom,
but noted that, as the applicant had not provided a complete translation into the language of the proceedings
of the certificate of registration of the only trade mark on which the opposition was based, namely German
trade mark No 394 07 564, OHIM would take a decision on the opposition.

15. On 16 July 2001, the applicant once again sent OHIM its letter of 27 September 2000, according to
which the list of goods and services covered by the earlier German trade mark was the same as that for the
international trade mark. It stated that the international certificate of registration referred explicitly to the
earlier German mark as the basic trade mark, and to the date of priority, that the certificate of registration for
the earlier mark contained all the information along with standardised codes and that, accordingly, ECI
Telecom was in a position to take cognisance of all the necessary information.

16. By decision of 27 August 2001, the Opposition Division rejected the opposition on the ground that, since
it had failed to provide a complete translation of the certificate of registration of its German trade mark, the
applicant had not adduced proof of the existence of its earlier mark. It found that the reference to the list of
goods and services covered by the international trade mark could not be regarded as a complete translation
into French of the German certificate of registration.

17. On 15 October 2001, the applicant filed a notice of appeal with OHIM against the decision of the
Opposition Division, pursuant to Articles 57 to 62 of Regulation No 40/94. Attached to the notice of appeal
was the French translation of the German certificate of registration of the earlier mark.

18. By decision of 30 April 2003 (the contested decision'), the Fourth Board of Appeal dismissed the appeal.
It held that the applicant was required to provide proof of the existence of its earlier mark by submitting the
translation of its certificate of registration and that the evidence submitted in the case was insufficient. The
Board of Appeal further held that OHIM was not required to inform the opponent that a document, or a
translation thereof, was insufficient for the purposes of proving the existence of an earlier right. The Board of
Appeal also refused to take into consideration the translation of the German certificate of registration, which
was produced for the first time before it.

Forms of order sought

19. The applicant claims that the Court should:

- annul the decision of the Opposition Division;

- annul the contested decision;

- order OHIM to rule on the merits of the case having regard to the judgment of the Court of First Instance;

- order OHIM to pay the costs.
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20. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Admissibility of the applicant's third head of claim

21. By its third head of claim, the applicant asks the Court to order OHIM to rule on the merits of the case
having regard to the judgment of this Court.

22. The Court notes in this connection that under Article 63(6) of Regulation No 40/94, OHIM is required to
take the measures necessary to comply with the judgments of the Community courts. Accordingly, the Court
of First Instance is not entitled to issue directions to OHIM. It is for the latter to draw the consequences of
the operative part of the judgments of the Court of First Instance and the grounds on which they are based
(Case T331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II433, paragraph 33;
Case T34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II683, paragraph 12; and Case
T129/01 Alejandro v OHIM - AnheuserBusch (BUDMEN) [2003] ECR II2251, paragraph 22).

23. The applicant's third head of claim is therefore inadmissible.

Substance

24. The applicant relies essentially on three pleas in law in support of its action: first, failure by the
Opposition Division to take into account the evidence submitted; second, breach of the obligation to examine
the evidence produced by the applicant before the Board of Appeal, and, third, disregard of the rules
governing proof of the existence of the earlier mark.

25. It is appropriate to begin by considering the second plea.

Arguments of the parties

26. The applicant submits that proof of the earlier right may still be furnished at the stage of the appeal
before the Board of Appeal.

27. Rules 16 to 20 of Regulation No 2868/95, which limit the period during which proof may be furnished,
apply only to opposition proceedings. Moreover, the principle of effective judicial protection would be
infringed if it was not possible to put forward other evidence of the existence of the earlier mark during
appeal proceedings.

28. The applicant submits that it follows from Case T308/01 Henkel v OHIM - LHS (UK)
(KLEENCARE) [2003] ECR II3253 that proof of the existence of the earlier mark may still be produced at
the appeal stage. The issue of whether or not new evidence is to be taken into account is to be decided on a
case-by-case basis and, in the present case, that decision should have led to the translation provided being
taken into account.

29. According to the applicant, far from reducing OHIM's workload, the failure to take new evidence and
facts into account only serves to increase that workload, which runs counter to the principle of legal certainty.
If oppositions were to be rejected due to mere errors of form, holders of earlier marks could immediately
submit applications for a declaration of invalidity pursuant to Articles 52 and 55 of Regulation No 40/94,
which would entail a re-examination of all the facts.

30. Moreover, as ECI Telecom did not challenge at first instance the existence of the earlier mark, it should
also accept that other evidence may be produced. The balancing of interests provided for under Article 74(2)
of Regulation No 40/94 thus requires that the translation of the German certificate of registration be taken into
account. Since the applicant produced evidence during the opposition proceedings, albeit in a language other
than that of the proceedings, it would be
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fair to allow it to produce the corresponding translation at the appeal stage. ECI Telecom also has the
possibility of bringing proceedings before this Court and thus its rights of the defence are not infringed.

31. OHIM submits that the judgment in KLEENCARE , cited above, is not applicable to the present case.
Taking account of the facts and legal situation on the date of the Board of Appeal's decision cannot have the
effect of remedying procedural deficiencies or supplementing a file after the prescribed time-limit. In inter
partes proceedings, OHIM would have a discretion as to the admissibility of new facts or evidence only if it
had not previously laid down a period for their submission, which was not the case here. This interpretation is
supported by Case T388/00 Institut für Lernsysteme v OHIM - Educational Services (ELS) [2002] ECR
II4301, paragraph 29), concerning the production of evidence of use of the earlier mark (Case T232/00 Chef
Revival USA v OHIM - Massagué Marín (Chef) [2002] ECR II2749).

32. OHIM submits that, if the parties were free to remedy the failure to comply with time-limits before the
first authority of OHIM by presenting facts or evidence for the first time before the Board of Appeal, the
procedure for registering Community trade marks would be made considerably longer, to the detriment of
legal certainty.

33. OHIM adds that the decisions ruling on oppositions do not have binding effect, whereas a decision to
reject an application for a declaration of invalidity, once definitive, is res judicata. The two procedures are
distinct and derive from a Community regulation; the applicant's line of argument results in that distinction
being undermined.

34. It would be unacceptable to restrict ECI Telecom's rights of defence to the appellate authority within
OHIM (order in Case T235/02 Strongline v OHIM - Scala (SCALA) [2003] ECR II-4903). The
continuity in terms of functions between the departments of OHIM requires that the legal consequences of a
failure to comply with a time-limit continue to have their effect before the Board of Appeal. The lack of
opportunity to make submissions before one department due to the admissibility of new pleas at the appeal
stage cannot be remedied by the possibility of bringing a case before the Court of First Instance and, in
certain cases, the Court of Justice, because proceedings before the Community courts are considerably more
complex and costly than the administrative proceedings before OHIM.

Findings of the Court

35. In the present case it is common ground that the applicant submitted, together with the notice of
opposition, the German certificate of registration of the earlier mark, as well as the certificate of registration
of its international trade mark No 663 349, which was based on the earlier mark and drawn up in French. It
is also common ground that the applicant supplied, by way of annex to its appeal against the Opposition
Division's decision, the French translation of the German certificate of registration of the earlier mark.

36. The latter document was produced by the applicant because the Opposition Division had found that the
certificate of registration of the international trade mark, based on the earlier national mark, could not be
regarded as a complete translation of the German certificate of registration into the language of the
proceedings, even though the applicant had informed it that it was the official translation, as drawn up by
WIPO, of the international registration of the German mark on which the opposition was based.

37. The Court notes that it follows from the continuity in terms of functions between the departments of
OHIM that, within the scope of application of Article 74(1) in fine of Regulation No 40/94, the Board of
Appeal is required to base its decision on all the matters of fact and of law which the party concerned
introduced either in the proceedings before the department which heard the application
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at first instance or, subject only to Article 74(2), in the appeal (KLEENCARE , cited above, paragraph 32).
Thus, contrary to OHIM's assertions, as regards inter partes proceedings the continuity in terms of their
functions between the various departments of OHIM does not mean that a party which, before the department
hearing the application at first instance, did not produce certain matters of fact or of law within the time-limits
laid down before that department would not be entitled, under Article 74(2) of Regulation No 40/94, to rely
on those matters before the Board of Appeal. On the contrary, the continuity in terms of functions means that
such a party is entitled to rely on those matters before the Board of Appeal, subject to compliance with
Article 74(2) of that regulation before the Board (Case T-164/02 Kaul v OHIM - Bayer (ARCOL) [2004]
ECR II0000, paragraph 29).

38. Accordingly, in the present case, since the document in question was not submitted out of time for the
purposes of Article 74(2) of Regulation No 40/94, but was annexed to the pleading lodged by the applicant
before the Board of Appeal on 15 October 2001, that is, within the four-month time-limit laid down in Article
59 of Regulation No 40/94, that board could not refuse to take account of that document.

39. In those circumstances, there is no relevance in the reference made by OHIM to Chef , cited above,
which did not concern evidence produced before the Board of Appeal, but whether the Opposition Division
was under an obligation to draw the opponent's attention to the deficiency consisting in its failure to produce,
within the period laid down for that purpose, the translation of the registration certificate for the earlier
national mark. Moreover, in that case, since the opponent had also not produced the translation after the
expiry of the time-limit, the Court of First Instance did not find it necessary to rule on whether and to what
extent facts or evidence produced after the expiry of a time-limit set by OHIM might or might not be taken
into account by it under Article 74(2) of Regulation No 40/94 (Chef , cited above, paragraphs 63 to 65).

40. Nor can the reference made by OHIM to the ELS case, cited above, be of help in respect of the
production of evidence of use of the earlier mark after expiry of the time-limit set by OHIM in the
proceedings before the Opposition Division since, if evidence has been produced before the Board of Appeal
within the time-limits, the Board of Appeal is required to take it into consideration in examining the appeal
(KLEENCARE , cited above, paragraph 32; and ARCOL , cited above, paragraph 29). In any event, in
must be borne in mind that, in the present case, the applicant had already produced before the Opposition
Division, within the timelimits, evidence of the existence of its earlier right and, subsequently, before the
Board of Appeal, an additional translation, since the Opposition Division had not regarded the international
certificate of registration as a complete translation of the earlier mark.

41. Nor is the reference made by OHIM to the order in SCALA , cited above, relevant. In that case, the
applicant had produced the documents and necessary translations for the first time before the Court of First
Instance whereas, in the present case, the production and taking into account of the translation in question
before the Board of Appeal would have enabled ECI Telecom to exercise its rights of defence in the inter
partes proceedings and the Board of Appeal to verify with sufficient certainty the genuineness of the rights
relied on (order in SCALA , cited above, paragraph 45). Moreover, given the nature of the international
certificate of registration, drawn up in the language of the proceedings, the possibility cannot be excluded that
that certificate, combined with the German certificate of registration, in German, would have enabled ECI
Telecom, as from the proceedings before the Opposition Division, to exercise its rights of defence in the inter
partes proceedings and the Board of Appeal to verify with sufficient certainty the genuineness of the rights
relied on.

42. Moreover, OHIM's argument to the effect that the procedure for registering Community trade
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marks would be made considerably longer if the parties were able to produce facts or evidence for the first
time before the Board of Appeal cannot be accepted in this case. On the contrary, since a number of pieces of
concordant evidence in favour of the existence of the earlier right were produced at the stage of the
proceedings before the Opposition Division, the refusal to accept the additional translation produced before the
Board of Appeal has had the effect of making these proceedings longer.

43. It follows that, by failing to take into consideration the document produced by the applicant before it
within the time-limit laid down by Article 59 of Regulation No 40/94, the Board of Appeal infringed Article
74 of that regulation. Accordingly, the contested decision must be annulled, without its being necessary to rule
on the other pleas and without the Court having to rule on the admissibility of the plea for annulment of the
Opposition Division's decision.

Costs

44. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

45. Since OHIM has been unsuccessful, it must be ordered to pay the costs, as applied for by the applicant.

DOCNUM 62003A0275

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2005 Page 00000

DOC 2005/11/09

LODGED 2003/08/04

JURCIT 31994R0040-A59 : N 38 43
31994R0040-A63P6 : N 22
31994R0040-A74 : N 43
31994R0040-A74P1 : N 37
31994R0040-A74P2 : N 37 - 39
61999A0331 : N 22
62000A0034 : N 22
62000A0232 : N 39
62001A0129 : N 22
62001A0308 : N 37 40
62002A0164 : N 37 40
62002B0235 : N 41

© An extract from a JUSTIS database



62003A0275 European Court reports 2005 Page 00000 8

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

PROCEDU Application for annulment - successful

DATES of document: 09/11/2005
of application: 04/08/2003

© An extract from a JUSTIS database



62003A0260 European Court reports 2005 Page 00000 1

Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Celltech R &amp; D Ltd v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Word mark CELLTECH - Absolute grounds for refusal - Distinctive character - Article 7(1)(b) of

Regulation (EC) No 40/94. Case T-260/03.

In Case T-260/03,

Celltech R &amp; D Ltd, established in Slough, Berkshire (United Kingdom), represented by D. Alexander,
barrister, and N. Jenkins, solicitor,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by I. de
Medrano Caballero and A. Folliard-Monguiral, acting as Agents,

defendant,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 19 May 2003 (Case R
659/20022) concerning an application for registration as a Community trade mark of the word mark
CELLTECH,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Court Registry on 18 July 2003,

having regard to the response lodged at the Court Registry on 28 November 2003,

further to the hearing on 12 January 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 19 May 2003 (Case R 659/2002-2);

2. Orders the defendant to pay the costs.

Background

1. On 30 June 2000, the applicant, formerly Celltech Chiroscience Ltd, filed an application for a Community
trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994
L 11, p. 1), as amended.

2. The mark for which registration was sought is the word mark CELLTECH.

3. The goods and services for which registration was sought fall within Classes 5, 10 and 42 of the Nice
Agreement concerning the International Classification of Goods and Services for the
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Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond for each of
those classes to the following description:

- Pharmaceutical, veterinary and sanitary preparations, compounds and substances', falling within class 5;

- Surgical, medical, dental and veterinary apparatus and instruments', falling within class 10;

- Research and development services; consultancy services; all relating to the biological, medical and chemical
sciences', falling within class 42.

4. By decision of 4 June 2002, the examiner rejected the application for registration, basing the rejection on
Article 7(1)(b) and (c) of Regulation No 40/94. He took the view that the sign at issue consisted of the
grammatically correct combination of the two terms cell' and tech' (an abbreviation of technical' or
technology'). As a consequence, he found that the mark applied for could not serve as an indicator of origin
for the goods and services in respect of which registration was sought, because all of them fell within the
field of cell technology.

5. On 2 August 2002, the applicant brought an appeal at OHIM against the examiner's decision, under Articles
57 to 62 of Regulation No 40/94.

6. By decision of 19 May 2003 (the contested decision'), the Second Board of Appeal of OHIM dismissed the
appeal on the ground that Article 7(1)(b) of Regulation No 40/94 was a bar to registration of the word mark
CELLTECH, since the latter was such as to be immediately and unambiguously perceived as a term
designating activities in the field of cell technology and products, apparatus and equipment used in connection
with, or resulting from, those activities. The Board of Appeal stated that the mark CELLTECH, which
consisted of the combination of the English word cell' and the English abbreviation tech', each of which
lacked any distinctive character individually, was nothing more than the sum of those two parts. Accordingly,
the Board of Appeal found that the connection between the goods and services to which the application for
registration related and the trade mark was not sufficiently indirect to endow the mark with the minimum level
of inherent distinctiveness required under Article 7(1)(b) of Regulation No 40/94.

Forms of order sought

7. The applicant claims that the Court should:

- principally, annul the contested decision;

- in the alternative, annul the contested decision in so far as it concerns products falling within class 5 or
within classes 5 and 10;

- order OHIM to pay the costs.

8. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

Arguments of the parties

9. The applicant raises a single plea in law alleging infringement of Article 7(1)(b) of Regulation No 40/94.

10. The applicant submits that the Board of Appeal was wrong in its assessment both of the mark claimed as
a whole and in its assessment of the individual elements of which the mark consists.

© An extract from a JUSTIS database



62003A0260 European Court reports 2005 Page 00000 3

11. In the first place, in the ordinary language of trade, the sign CELLTECH is not apt to describe the goods
and services referred to in the application for registration. The term taken as a whole does not consist merely
of the juxtaposition of two terms each of which is directly descriptive of the goods or services concerned. The
last syllable of celltech' is not a word but an abbreviation and its first syllable is not an adjective. In the
second place, the term celltech' is more than just the sum of the verbal elements of which it is composed. In
the third place, the applicant submitted at the hearing, referring to the judgment of the Court of Justice of 16
September 2004 in Case C329/02 P SAT.1 v OHIM [2004] ECR I0000 (the SAT.1 judgment'), that
CELLTECH' will be perceived as a stand-alone word, individually identifiable, which, taken as a whole, will
allow the consumer to identify the undertaking in question and its goods or services. Consequently, the sign
concerned is sufficiently inventive to satisfy the requirement for a minimum level of distinctiveness.

12. In the alternative, the applicant complains that OHIM failed to analyse sufficiently the goods or services
in respect of which registration was sought. In that regard, it points out that the goods for which registration
is sought are, so far as classes 5 and 10 are concerned, pharmaceuticals. There is no type of pharmaceutical
product which is, or could be, described by anyone, whether a specialist or not, as a celltech pharmaceutical'
or in respect of which the term celltech' would be an indication of anything.

13. OHIM recalls that to be distinctive a sign must serve principally to identify and distinguish the seller, and
not merely to inform consumers about the goods and services concerned. Therefore, signs which merely
inform potential buyers about an alleged quality of the goods or their ability to perform a particular function
are devoid of distinctiveness.

14. OHIM contends that, in the present case, the relevant public will consist of a mixture of professionals
(goods and services in classes 5, 10 and 42) with a high level of attention and of non-specialist consumers
(goods in class 5 except compounds and substances) who are reasonably well informed and reasonably
observant and circumspect and who are familiar with English.

15. In OHIM's submission, the sign CELLTECH is the result of merely putting two words together, both of
which exist in the English lexicon. Cell' is defined, in the sphere of biology, as follows:

[T]he smallest unit of an organism that is able to function independently. It consists of a nucleus, containing
the genetic material, surrounded by the cytoplasm in which are mitochondria, lysosomes, ribosomes, and other
organelles. All cells are bounded by a cell membrane; plant cells have an outer cell wall in addition.'

16. Moreover, tech' is the commonly-used abbreviation of technical' or technology'.

17. In OHIM's submission, cell' and tech' are words in common use in the medical and pharmaceutical fields
concerned by the goods and services for which registration is sought and their individual meaning is
unambiguous when they are used in relation to those goods and services. The terms provide information about
the intended purpose and the nature of the goods and services concerned, i.e. about their application to cell
technology or the fact that they result from it. The fact that the words may have - individually - other
meanings, in other contexts, is irrelevant.

18. OHIM contends that there is nothing unusual about the combination of two words which are frequently
used together to describe goods in classes 5 and 10 and services in class 42, all related to the medical and
pharmaceutical fields. The sign CELLTECH consists of a syntactically usual juxtaposition of two English
words and does not present any perceptible difference from a lexically correct construction, namely cell
technology'. Moreover, the fact that the words cell' and tech' do not appear in combination in the dictionary is
not proof that the combination is inventive, unusual or fanciful.

Findings of the Court
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19. Under Article 7(1) of Regulation No 40/94, trade marks are not to be registered if they are devoid of
distinctive character (subparagraph (b)) or if they consist exclusively of signs or indications which may serve,
in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin, time of
production of the goods or of rendering of the service, or other characteristics of the goods or service
(subparagraph (c)) (Case C-383/99 P Procter &amp; Gamble v OHIM [2001] ECR I6251, paragraph 35).

20. It is clear from the case-law that the essential function of a trade mark is to guarantee the identity of the
origin of the product or service designated by the trade mark to the consumer or end-user by enabling him,
without any possibility of confusion, to distinguish the product or service from others which have another
origin (see, in particular, Case 102/77 Hoffmann-La Roche [1978] ECR 1139, paragraph 7, and Case C-299/99
Philips [2002] ECR I-5475, paragraph 30).

21. In that regard, it must be borne in mind that each of the grounds for refusal to register listed in Article
7(1) of Regulation No 40/94 is independent of the others and calls for separate examination. Furthermore, the
various grounds for refusal must be interpreted in the light of the public interest underlying each of them. The
public interest taken into account in the examination of each of those grounds for refusal may, indeed must,
reflect different considerations, depending upon which ground for refusal is at issue (Joined Cases C456/01 P
and C457/01 P Henkel v OHIM [2004] ECR I0000, paragraphs 45 and 46, and the SAT.1 judgment,
paragraph 25).

22. However, there is a clear overlap between the scope of the grounds for refusal set out in subparagraphs
(b) to (d) of Article 7 (Case C-265/00 Campina Melkunie [2004] ECR I0000, paragraph 18, and Case
C363/99 Koninklijke KPN Nederland [2004] ECR I0000, paragraph 67, and Case T289/02 Telepharmacy
Solutions v OHIM - (TELEPHARMACY SOLUTIONS) [2004] ECR II0000, paragraph 23).

23. In particular, it is clear from the case-law of the Court of Justice and the Court of First Instance that a
word mark which is descriptive of characteristics of goods or services for the purposes of Article 7(1)(c) of
Regulation No 40/94 is, on that account, necessarily devoid of any distinctive character with regard to the
same goods or services for the purposes of Article 7(1)(b) of the regulation (Campina Melkunie , cited above,
paragraph 19; Koninklijke KPN Nederland , cited above, paragraph 86, and TELEPHARMACY SOLUTIONS
, cited above, paragraph 24).

24. In order to establish that a trade mark which is not prevented from registration on account of the ground
of refusal laid down in Article 7(1)(c) of the regulation is none the less devoid of any distinctive character
within the meaning of Article 7(1)(b) thereof, OHIM must set out the reasons why it considers that that trade
mark is devoid of distinctive character (the SAT.1 judgment, paragraph 42).

25. It is clear from the contested decision (paragraphs 10 to 12) that the Board of Appeal dismissed the
appeal on the ground that Article 7(1)(b) of Regulation No 40/94 was a bar to registration of the word mark
CELLTECH, the latter being such as to be immediately and unambiguously perceived as a term designating
activities in the field of cell technology and products, apparatus and equipment used in connection with, or
resulting from, such activities. The Board of Appeal stated that CELLTECH, which is the combination of the
English word cell' and the English abbreviation tech', each of which lacks any distinctive character
individually, was nothing more than the sum of those two component parts. According to the Board of
Appeal, the order of the words corresponds to a correct syntactical use of the two words, i.e. cell technology.
This means that the term does no more than convey the literal meaning of the two separate words'. In the
Board of Appeal's view, the consumers targeted will perceive the word mark CELLTECH as an indication of
the type of goods and services covered by the sign, rather than as an indicator of origin'. Consequently, the
Board of Appeal held that the connection between the goods and services referred to in the application for
registration and the trade mark was not sufficiently indirect to endow the mark with the minimum level of
inherent
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distinctiveness required under Article 7(1)(b) of Regulation No 40/94.

26. Hence the Board of Appeal found, in essence, that the sign CELLTECH was not distinctive within the
meaning of Article 7(1)(b) of Regulation No 40/94 on the ground that it would be perceived by the relevant
public as descriptive of the type of goods and services concerned.

27. It is therefore appropriate to consider first whether the Board of Appeal established that the word mark for
which registration was sought was descriptive of the goods and services claimed. If that were to be the case,
the contested decision would have to be upheld on account of the case-law referred to in paragraph 23 above,
by virtue of which any descriptive sign is necessarily devoid of distinctiveness. If, however, the sign at issue
is not descriptive of the goods and services to which the application for registration relates, it will be
necessary, following the SAT.1 judgment, to ascertain whether the Board of Appeal put forward other
arguments in order to conclude that the sign applied for was devoid of distinctiveness.

28. By virtue of the case-law, both the distinctiveness (Case C64/02 P OHIM v Erpo Möbelwerk [2004] ECR
I0000, paragraph 43, and Case T355/00 DaimlerChrysler v OHIM (TELE AID) [2002] ECR II1939, paragraph
51) and the descriptiveness (Case T356/00 DaimlerChrysler v OHIM (CARCARD) [2002] ECR II1963,
paragraph 25) of a sign must be assessed, first, in relation to the goods or services in respect of which
registration is applied for and, second, in relation to the perception which the relevant public has of it.

29. In that regard, it must be stated at the outset that the goods and services covered by the trade-mark
application are within the pharmaceutical field.

30. Consequently, as OHIM rightly pointed out, the Board of Appeal was correct in finding that the public
targeted consisted not only of specialist consumers from the medical field but also of average consumers; that
is not disputed by the applicant.

31. Furthermore, under Article 7(2) of Regulation No 40/94, the targeted public in relation to which the
absolute ground of refusal must be assessed is not only the average English-speaking consumer, the sign in
question being made up of English-language components, but also specialists as a whole from the medical
field, who are knowledgeable about scientific terms in their sphere of activity, regardless of their mother
tongue.

32. It must also be stated that CELLTECH is composed of two Englishlanguage nouns, the second of which
takes the form of an abbreviation. It is undisputed that the component cell' refers, in biology, to the smallest
unit of an organism that is able to function independently. Similarly, the component tech' is the usual
abbreviation for the word technology' and thus, as an abbreviation, does not depart from the lexical rules of
the English language (see, to that effect, the SAT.1 judgment, paragraph 31).

33. Therefore, it must be held that at least one meaning of the word mark CELLTECH is cell technology'.

34. As to the nature of the relationship between the word mark CELLTECH and the products and services
concerned, the Board of Appeal held, at paragraph 12 of the contested decision, that the term designated
activities in the field of cell technology and products, apparatus and equipment used in connection with, or
resulting from, such activities.

35. Thus, it is necessary to consider whether the Board of Appeal established that the word mark
CELLTECH, taken to mean cell technology', was descriptive of the goods and services concerned, which are
in the pharmaceutical field.

36. In that regard, it must be noted that neither the Board of Appeal nor OHIM has given an explanation of
the meaning in scientific terms of cell technology. OHIM merely produced as an
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annex to its response an extract from the Collins English Dictionary showing the definitions of the terms cell'
and tech'.

37. Neither the Board of Appeal nor OHIM explained in what way those terms give any information about
the intended purpose and nature of the goods and services referred to in the application for registration, in
particular about the way in which those goods and services would be applied to cell technology or how they
would result from it.

38. Admittedly, it is the case that the goods and services to which the application for registration relates are
in general terms pharmaceutical goods and services and, on that account, have a connection with bodies which
are composed of cells. However, the Board of Appeal did not show that the relevant public would
immediately and without further reflection make a definite and direct association between the pharmaceutical
goods and services claimed and the meaning of the word mark CELLTECH (see, to that effect, Case T359/99
DKV v OHIM (EuroHealth) [2001] ECR II1645, paragraph 35).

39. Furthermore, even supposing that the goods and services concerned may be used for functional purposes
involving cell technology, that fact would not be sufficient for a finding that the word mark CELLTECH may
serve to designate their intended purpose. Such use of them constitutes at most one of many possible areas of
use, but not their technical function (CARCARD , cited above, paragraph 40).

40. It follows from the foregoing considerations that the Board of Appeal did not establish that the term
celltech', even taken as meaning cell technology, is such as to be immediately and unambiguously perceived
as designating activities in the field of cell technology and products, apparatus and equipment used in
connection with or resulting from such activities. Nor did it establish that the public targeted will view it
purely as an indication of the type of goods and services designated by the sign.

41. Consequently, the Court must hold that the Board of Appeal did not demonstrate that the word mark
CELLTECH was descriptive of the goods and services in respect of which registration was sought.

42. It is therefore necessary to consider whether, in the contested decision, the Board of Appeal put forward
other arguments showing that the word mark at issue was devoid of any distinctive character.

43. It must be borne in mind on this point that whether a trade mark comprising words is distinctive may be
assessed, in part, in relation to each of its terms or elements, taken separately, but must, in any event, depend
on an appraisal of the whole which they comprise. The mere fact that each of those elements, considered
separately, is devoid of distinctive character does not mean that their combination cannot present a distinctive
character (see, to that effect, the SAT.1 judgment, paragraph 28).

44. The Board of Appeal did not establish that the sign concerned, taken as a whole, would not allow the
public targeted to distinguish the applicant's goods and services from those having a different commercial
origin.

45. In the light of all of the foregoing, the Court must hold that the Board of Appeal did not establish that
the trade mark claimed was prevented from registration on account of the ground for refusal set out in Article
7(1)(c) of Regulation No 40/94. Since the Board of Appeal did not set out any other grounds for a finding
that the mark was none the less devoid of any distinctive character for the purposes of Article 7(1)(b), it was
wrong in holding that the word mark CELLTECH was devoid of any distinctive character within the meaning
of Article 7(1)(b) of Regulation No 40/94.

46. It follows that the action must be upheld.

© An extract from a JUSTIS database



62003A0260 European Court reports 2005 Page 00000 7

Costs

47. Under Article 87(2) of the Rules of Procedure the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the defendant has been unsuccessful, it
must be ordered to pay the costs, in accordance with the form of order sought by the applicant.
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ARRÊT DU TRIBUNAL (deuxième chambre) 

11 juillet 2006(*) 

« Marque communautaire – Procédure d’opposition – Demande de marque communautaire 
figurative Torre Muga – Marques nationales et internationale verbales antérieures TORRES –– 

Risque de confusion – Violation des droits de la défense » 

Dans l’affaire T-247/03, 

Miguel Torres, SA, établie à Vilafranca del Penedès (Espagne), représentée par Mes E. Armijo 
Chávarri, M. A. Baz de San Ceferino et A. Castán Pérez-Gómez, avocats, 

partie requérante,

contre 

Office de l’harmonisation dans le marché intérieur (marques, dessins et modèles)
(OHMI), représenté par M. I. de Medrano Caballero et Mme S. Laitinen, en qualité d’agents, 

partie défenderesse,

l’autre partie à la procédure devant la chambre de recours de l’Office de l’harmonisation dans le 
marché intérieur (marques, dessins et modèles), intervenant devant le Tribunal, étant 

Bodegas Muga, SA, établie à Haro (Espagne), représentée par Mes L. M. Polo Flores et F. Porcuna 
de la Rosa, avocats, 

ayant pour objet un recours formé contre la décision de la première chambre de recours de l’Office 
de l’harmonisation dans le marché intérieur (marques, dessins et modèles) du 7 avril 2003 (affaire
R 998/2001-1), relative à une procédure d’opposition entre Miguel Torres, SA, et Bodegas Muga,
SA, 

LE TRIBUNAL DE PREMIÈRE INSTANCE 
DES COMMUNAUTÉS EUROPÉENNES (deuxième chambre), 

composé de MM. J. Pirrung, président, A. W. H. Meij et Mme I. Pelikánová, juges,

 

greffier : Mme K. Andová, administrateur,

 

vu la requête déposée au greffe du Tribunal le 23 juin 2003, 

vu le mémoire en réponse de l’Office de l’harmonisation dans le marché intérieur (marques, dessins
et modèles) déposé au greffe du Tribunal le 14 novembre 2003, 

vu le mémoire en réponse de l’intervenant déposé au greffe du Tribunal le 26 septembre 2003, 

à la suite de l’audience du 7 décembre 2005,  

rend le présent 

Arrêt 

 Antécédents du litige 
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1       Le 6 avril 1998, l’intervenante a présenté une demande de marque communautaire à l’Office de 
l’harmonisation dans le marché intérieur (marques, dessins et modèles) (ci-après l’« Office »), en 
vertu du règlement (CE) no 40/94 du Conseil, du 20 décembre 1993, sur la marque communautaire
(JO 1994, L 11, p. 1), tel que modifié. 

2       La demande de marque visait le signe figuratif suivant :  

  

3       Les produits pour lesquels l’enregistrement a été demandé relèvent de la classe 33 au sens de
l’arrangement de Nice concernant la classification internationale des produits et services aux fins de 
l’enregistrement des marques du 15 juin 1957, tel que révisé et modifié, et correspondent à la 
description suivante: « boissons alcooliques (à l’exception des bières) ». 

4       La demande a été publiée au Bulletin des marques communautaires n° 1/99, du 4 janvier 1999. 

5       Le 6 avril 1999, la requérante a formé une opposition contre la demande de marque
communautaire, au titre de l’article 8, paragraphe 1, sous b), du règlement n° 40/94. 

6       L’opposition était fondée sur les enregistrements antérieurs suivants : 

–       enregistrement espagnol n° 130 955 TORRES, effectué le 1er juin 1943 pour les produits 
suivants relevant de la classe 33 : « vins et vermouths de tous types » ; 

–       enregistrement espagnol n° 130 956 TORRES, effectué le 1er juin 1943 pour les produits 
suivants relevant de la classe 33 : « apéritifs » ; 

–       enregistrement espagnol n° 321 331 TORRES, effectué le 9 décembre 1957 pour les produits 
suivants relevant de la classe 33 : « distillerie, alcools, eau-de-vie, brandy et liqueurs » ; 

–       enregistrement allemand n° 2 901 360 Torres, effectué le 6 février 1995 pour les produits 
suivants relevant de la classe 33 : « liqueurs, vin, vin mousseux, boissons contenant du 
vin » ; 

–       enregistrement anglais B1 039 853 TORRES, effectué le 17 décembre 1974 pour les produits 
suivants relevant de la classe 33 : « vins de table pour la vente en Angleterre et en Écosse » ; 

–       enregistrement anglais n° 1 298 955 TORRES, effectué le 27 janvier 1987 pour les produits 
suivants relevant de la classe 33 : « vins, brandy et liqueurs d’orange à base de brandy » ; 

–       enregistrement danois VR 03.741 1991 TORRES, effectué le 15 juin 1991 pour les produits 
suivants relevant de la classe 33 : « vin, brandy et liqueur » ; 

–       enregistrement international R 252 675 TORRES, effectué le 17 février 1962, valable en 
Autriche, dans les pays du Benelux, en France, en Italie et au Portugal, pour les produits 
suivants relevant de la classe 33 : « produits de distillerie, alcools, eaux-de-vie, brandys et 
liqueurs ». 

7       L’opposition était également fondée sur la marque notoire antérieure TORRES en Espagne, en
Allemagne, au Royaume-Uni, au Danemark, en Autriche, dans les pays du Benelux, en France, en
Italie et au Portugal pour les « vins et vermouths de tous types ». 
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8       Le signe faisant l’objet des enregistrements susvisés sera désigné ci-après par les expressions 
« signe TORRES » ou « signe antérieur ».  

9       L’opposition était fondée sur tous les produits protégés par les marques antérieures et était dirigée
contre tous les produits couverts par la marque demandée. 

10     Par décision du 27 septembre 2001, la division d’opposition a rejeté l’opposition au motif, 
notamment, que la comparaison entre les signes ne révélait pas de similitude susceptible de créer
un risque de confusion. Elle a cependant reconnu la notoriété du signe antérieur pour les « vins et 
brandys » en Espagne, à l’exclusion des autres pays où il est enregistré. 

11     Le 26 novembre 2001, la requérante a formé un recours contre la décision de la division
d’opposition. 

12     Par décision du 7 avril 2003 (ci-après la « décision attaquée »), la première chambre de recours a 
rejeté le recours et a condamné la requérante aux frais afférents à la procédure de recours. 

13     La chambre de recours a déclaré irrecevables de nouveaux documents produits par la requérante
aux fins de démontrer la notoriété du signe TORRES au niveau européen (points 26 et 27 de la
décision attaquée) et a, en outre, estimé que le règlement (CEE) n° 3827/90 de la Commission, du 
19 décembre 1990, concernant des mesures transitoires pour la désignation de certains vins de
qualité produits dans des régions déterminées (JO L 366, p. 59), et le règlement (CEE) n° 3897/91 
du Conseil, du 16 décembre 1991, portant troisième modification du règlement (CEE) n° 2392/89 
établissant les règles générales pour la désignation et la présentation des vins et des moûts de
raisins (JO L 368, p. 5), ne prouvaient pas la notoriété du signe antérieure dans l’ensemble de 
l’Union européenne (point 28 de la décision attaquée). La chambre de recours a ensuite considéré 
que les signes litigieux n’étaient pas similaires sur les plans visuel, phonétique et conceptuel, et qu’il 
n’existait pas, dès lors, de risque de confusion (points 34 à 37 de la décision attaquée). Enfin, la
chambre de recours a considéré que la notoriété du signe TORRES en Espagne pour les vins et
brandys ne modifiait pas la constatation selon laquelle il n’existait pas de risque de confusion (points 
39 à 41 de la décision attaquée). 

 Conclusions des parties  

14     La requérante conclut à ce qu’il plaise au Tribunal : 

–       annuler la décision attaquée ; 

–       condamner l’Office aux dépens. 

15     L’Office conclut à ce qu’il plaise au Tribunal : 

–       rejeter le recours ; 

–       condamner la requérante aux dépens. 

16     L’intervenante conclut à ce qu’il plaise au Tribunal :  

–       rejeter le recours ; 

–       confirmer l’octroi de la marque communautaire n° 791 004 Torre Muga. 

 En droit 

17     À l’appui de son recours, la requérante avance deux moyens, tirés respectivement de la violation
des droits de la défense et de la violation de l’article 8, paragraphe 1, sous b), du règlement 
n° 40/94. 

18     Le Tribunal considère qu’il convient d’examiner, d’abord, le second moyen. 
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1.     Sur le second moyen, tiré de la violation de l’article 8, paragraphe 1, sous b), du règlement 
n° 40/94 

 
 Arguments des parties 

19     La requérante fait valoir, en premier lieu, que les produits couverts par les signes en conflit sont
identiques et renvoie, à cet égard, à la décision attaquée dans laquelle la chambre de recours aurait
retenu que les produits couverts étaient constitués des boissons alcooliques en général.  

20     Elle soutient, en second lieu, que les signes TORRES et Torre Muga sont similaires essentiellement
en raison de leur similitude sur le plan phonétique qui découle de la présence dans les deux signes
du mot « torre ». 

21     La requérante rappelle que, selon l’arrêt du Tribunal du 23 octobre 2002, Matratzen Concord/OHMI
– Hukla Germany (MATRATZEN) (T-6/01, Rec. p. II-4335, point 33), peuvent être considérées 
comme étant similaires une marque complexe et une autre marque, identique ou présentant une
similitude avec l’un des composants de la marque complexe, lorsque celui-ci constitue l’élément 
dominant dans l’impression d’ensemble produite par la marque complexe. Or, selon la requérante,
l’élément « torre » constitue l’élément dominant de la marque demandée.  

22     Elle soutient que la position adoptée par la chambre de recours au point 35 de la décision attaquée
est infondée en ce qu’elle porte non sur une comparaison phonétique, mais sur une comparaison
conceptuelle.  

23     La requérante fait observer que l’expression « torre » apparaît en premier lieu dans la marque 
demandée, de sorte que le consommateur moyen serait enclin à écourter celle-ci et à garder en 
mémoire davantage l’élément « torre », sur lequel il focalisera son attention, que le terme
« muga ». Elle rappelle à cet égard que, selon l’arrêt MATRATZEN, précité, la position relative des 
différents éléments d’une marque composée est un élément à prendre en compte aux fins de
l’appréciation du caractère dominant d’un ou de plusieurs éléments d’une telle marque. 

24     Elle conteste l’argument de l’Office visant à minimiser l’importance de l’élément « torre », qui serait 
utilisé couramment pour désigner les vins espagnols, portugais ou italiens. La requérante fait valoir
que l’Office se réfère seulement à la perception d’une fraction minoritaire du public, à savoir les 
consommateurs espagnols, portugais et italiens. Or, la majorité des consommateurs européens ne
réaliserait pas que le terme « torre » est utilisé habituellement pour désigner les vins espagnols,
portugais ou italiens.  

25     Par ailleurs, l’élément « torre » aurait un caractère distinctif plus marqué que l’élément « muga », 
du fait que le signe TORRES jouit d’une notoriété en Espagne pour les vins et brandys. Ainsi, le
consommateur espagnol percevrait l’expression « torre » comme constituant l’élément prédominant 
dans l’impression d’ensemble produite par la marque composée. La requérante ajoute que le
caractère distinctif de l’élément « torre » est également fort en Allemagne, en France, en Angleterre 
et dans les pays du Benelux, du fait que la marque TORRES y serait bien implantée. 

26     La requérante fait valoir que la similitude phonétique entre les signes litigieux est renforcée par le
fait que le consommateur n’a normalement pas l’occasion de les observer simultanément, ce qui 
l’incite à fixer son attention sur les structures communes, en négligeant les éléments accessoires. 

27     Elle relève en outre que l’existence d’une similitude phonétique découlant de l’inclusion du signe 
antérieur dans l’élément dominant de la marque contestée a été admise par le Tribunal dans son
arrêt du 23 octobre 2002, Oberhauser/OHMI – Petit Liberto (Fifties) (T-104/01, Rec. p. II-4359, 
points 39 et 40). 

28     La requérante fait valoir que la similitude phonétique entre les signes en conflit n’est pas affaiblie 
par leurs éléments graphiques. En effet, les signes resteraient en mémoire principalement sous leur
forme verbale ou phonétique. De plus, les éléments graphiques d’un signe auraient un caractère 
simplement décoratif et seraient secondaires par rapport à l’ensemble. La requérante se réfère à cet 
égard à l’arrêt du Tribunal du 23 octobre 2002, Institut für Lernsysteme/OHMI – Educational 
Services (ELS) (T-388/00, Rec. p. II-4301, point 67). Elle ajoute que, dans le secteur des boissons,
la quasi-totalité des étiquettes inclut des éléments décoratifs do 
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. Faber Chimica Srl v Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -

Application for figurative mark Faber - Opposition of the proprietor of the national verbal and
figurative marks NABER - Refusal of registration. Case T-211/03.

In Case T211/03,

Faber Chimica Srl, established in Fabriano (Italy), represented by P. Tartuferi and M. Andreano, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by M.
Capostagno and O. Montalto, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM having been

Industrias Quimicas Naber, SA Nabersa, established in Valencia (Spain),

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 19 March 2003 (Case R
620/2001-4) concerning opposition proceedings between Faber Chimica Srl and Industrias Quimicas Naber, SA
Nabersa,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, N.J. Forwood and S. Papasavvas, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the application lodged at the Court Registry on 13 June 2003,

having regard to the response lodged at the Court Registry on 23 September 2003,

further to the hearing on 11 January 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 19 March 2003 (Case R 620/2001-4) in so far as it upholds the opposition of
the proprietor of the Spanish word mark NABER;

2. Orders the defendant to pay the costs.

Background to the dispute

1. On 14 November 1997, the applicant filed an application under Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for registration of a
Community trade mark with the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).
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2. The trade mark in respect of which registration was sought was the figurative mark Faber, as reproduced
below:

>image>0

3. The goods in respect of which registration was sought are in Classes 1, 2 and 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to the following
description:

- Class 1: Chemicals used in industry and science; unprocessed artificial resins; tanning substances; adhesives
used in industry';

- Class 2: Paints, varnishes, lacquers; preservatives against rust and against deterioration of wood; colorants;
mordants; raw natural resins; metals in foil and powder form for painters, decorators, printers and artists';

- Class 3: Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and
abrasive preparations; soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices'.

4. On 11 January 1999, that application was published in Community Trade Marks Bulletin No 2/1999.

5. On 12 April 1999, Industrias Quimicas Naber, SA Nabersa (the opponent'), filed an opposition under
Article 42 of Regulation No 40/94 against registration of the mark applied for, in respect of all goods covered
by the trade-mark application. The ground relied on in support of the opposition was the likelihood of
confusion referred to by Article 8(1)(b) of Regulation No 40/94. The opposition was based on the existence of
the following earlier national marks, of which the opponent is the proprietor:

- the verbal mark NABER, registered in Spain under No 801 202 for goods in Class 1 (Chemicals and
adhesives used in industry; decolourising agents; artificial and synthetic resins');

- the three figurative marks Naber, the graphic representation of which is reproduced below, registered in
Spain under Nos 2 072 120, 2 072 121 and 2 072 122 to designate goods in Class 1 (Chemicals used in
industry and science (with the exception of those chemicals used in medical sciences), photography, as well as
in agriculture, horticulture and forestry; unprocessed artificial resins, unprocessed plastics; manures (artificial
and natural); fire extinguishing compositions; tempering and soldering preparations; chemical substances for
preserving foodstuffs; tanning substances; adhesive substances used in industry'), Class 2 (Paints, varnishes,
lacquers; preservatives against rust and against deterioration of wood; colorants; mordants; raw natural resins;
metals in foil and powder form for painters, decorators, printers and artists') and Class 3 (Bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices; deodorants for personal use').

>image>1

6. By decision of 23 April 2001, the Opposition Division rejected the opposition on the ground that there was
no visual, aural or conceptual similarity between the marks at issue, nor therefore any likelihood of confusion
between them.

7. On 25 June 2001, the opponent lodged an appeal with OHIM under Articles 57 to 62 of Regulation No
40/94 against the decision of the Opposition Division.

8. By decision of 19 March 2003 (the contested decision'), notified to the applicant by letter of 3 April 2003,
the Fourth Board of Appeal of OHIM firstly upheld the finding of the Opposition Division that there was no
similarity between the mark applied for and the opponent's earlier figurative marks. Secondly, the Board of
Appeal, having rejected the relevance, in the present case, of the
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conceptual aspect of the comparison, acknowledged that there was visual and aural similarity between the
mark applied for and the opponent's earlier word mark and a similarity between the goods covered by those
two marks. Consequently, the Board of Appeal upheld the appeal and partially annulled the decision of the
Opposition Division.

Forms of order sought

9. The applicant claims that the Court should:

- annul or alter the contested decision to the extent that it finds that there is similarity, and therefore a
likelihood of confusion, between the mark applied for and the opponent's earlier word mark;

- order OHIM to pay the costs, including those incurred in the course of the administrative procedure before
OHIM;

- order, by way of a measure of inquiry, a technical expert's report to establish that the Spanish language
precludes any phonetic similarity between the words naber' and faber'.

10. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

In law

Arguments of the parties

11. The applicant relies essentially on a single plea in law, alleging infringement of Article 8(1)(b) of
Regulation No 40/94.

12. The applicant criticises the Board of Appeal for having reasoned in a contradictory manner in the
contested decision by assessing the similarity between the mark applied for and the opponent's earlier marks
differently, according to whether the latter were figurative or verbal. Thus, having correctly concluded that
there is no likelihood of confusion between the mark applied for and the earlier figurative marks on the basis
that the visual element of the signs at issue is decisive (paragraphs 14 to 25 of the contested decision), the
Board of Appeal erroneously concluded that there is such a likelihood of confusion between that mark and the
opponent's earlier word mark, on the ground, in particular, that the the opponent's mark was capable of
adopting any type of graphic representation' (paragraph 26 of the contested decision). By reasoning in this
manner, the Board of Appeal incorrectly relied on a potential, hypothetical and future transformation' of the
mark at issue.

13. As regards the comparison between the signs at issue in their current form, the applicant argues that there
is no visual, aural or conceptual similarity between them, since, in its view, the visual aspect is to be regarded
as predominant for the purposes of that comparison and, therefore, in the absence of any visual similarity,
there can be no likelihood of confusion.

14. The applicant also calls into question the comparison between the goods covered by the marks at issue
and the global assessment of the likelihood of confusion which were made in the contested decision. It also
puts forward certain arguments with respect to the absence of actual competition on the market between the
undertakings concerned and the absence of evidence of the reputation of the opponent's earlier marks in Spain.

15. OHIM contends that the contested decision is not vitiated by any contradiction or error of assessment.
More specifically, the Board of Appeal correctly compared the mark applied for and the earlier marks by
distinguishing the earlier marks according to their type, which has a significant
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influence on the overall impression produced by them. It is irrefutable that the earlier marks have different
morphological characteristics which justify and even require a separate assessment and lead to different
conclusions.

16. Moreover, the Board of Appeal was correct to take the view that the earlier word mark, having been
registered independently of any specific graphic characteristic, could be used in different styles, so that it was
not possible to rule out the use of a style which would make it similar, in actual use, to the mark applied for.

17. As regards the comparison between the signs at issue in the present case, more specifically from the visual
perspective, OHIM submits that the Board of Appeal was correct to find that four out of the five letters
constituting the suffix aber' are identical and that the letter F' at the beginning of the mark applied for has
little impact, its specific stylisation reducing the extent to which it is immediately intelligible.

18. Secondly, as regards the aural aspect, OHIM agrees with the Board of Appeal's assessment which, while
acknowledging the difference between the first letters F' and N' that the Opposition Division had wrongly
deemed decisive, placed greater weight on the identity of the common final part aber'. That assessment is
based on the effect of the vowels, the phonetic effect of which is generally greater than that of consonants, in
particular in Romance languages such as Spanish. In the case of the two marks, the presence of the letter A'
and of the suffix ber' creates an overall resonance that is greater than that of the first letter F' or N'.

19. OHIM also challenges the arguments by which the applicant calls into question the comparison between
the goods covered by the marks at issue and the global assessment of the likelihood of confusion which were
made in the contested decision. Likewise, OHIM disputes the applicant's arguments that there was no actual
competition on the market between the undertakings concerned and no evidence of reputation of the
opponent's earlier marks in Spain.

Findings of the Court

20. In accordance with Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier
trade mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the two trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected.

21. According to settled case-law, the likelihood of confusion as regards the commercial origin of goods or
services must be assessed globally, according to the perception in the mind of the relevant public of the signs
and goods or services in question and taking into account all factors relevant to the circumstances of the case,
and in particular the interdependence, as regards similarity, between the signs and the goods or services
covered (see Case T-162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY
HILLS) [2003] ECR II2821, paragraphs 29 to 33, and the case-law cited therein).

22. In the present case, the opponent's earlier word mark, the only one at issue in these proceedings, is
registered in Spain, which is thus the relevant territory for the purposes of Article 8(1)(b) of Regulation No
40/94.

23. As regards the definition of the relevant public in the present case, it should be noted, as the Board of
Appeal has done (paragraph 31 of the contested decision), that the goods covered by the opponent's earlier
word mark fall within Class 1 and are intended essentially for industrial customers (Chemicals and adhesives
used in industry; decolourising agents; artificial and synthetic resins').
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24. Account should therefore be taken, for the purposes of the global assessment of likelihood of confusion,
of the point of view of the relevant public, essentially industrial consumers in Spain. As businesses, they are
likely to take greater care than the average consumer in the selection of the goods in question (see, to that
effect, Case T-224/01 Durferrit v OHIM - Kolene (NUTRIDE) [2003] ECR II1589, paragraph 52, and Case
T-317/01 M+M v OHIM - Mediametrie (M+M EUROdATA) [2004] ECR II0000, paragraph 52).

25. In light of those considerations, it is appropriate to examine the comparison by the Board of Appeal, first,
of the signs at issue and, second, of the goods in question.

26. As regards, first, the comparison of the goods at issue, it should be pointed out, in general terms, that two
marks are similar when, from the point of view of the relevant public, they are at least partially identical as
regards one or more relevant aspects. As the case-law of the Court of Justice indicates, the visual, aural and
conceptual aspects are relevant (see, to that effect, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23,
and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraph 25). It is also clear from that
case-law that the global assessment of the likelihood of confusion must, as regards the visual, aural or
conceptual similarity of the marks in question, be based on the overall impression created by them, bearing in
mind, in particular, their distinctive and dominant elements.

27. Furthermore, contrary to the applicant's contention that the visual aspect is to be regarded as predominant,
the Court of Justice has held that it is possible that mere aural similarity between trade marks may create a
likelihood of confusion (see, to that effect, Lloyd Schuhfabrik Meyer , cited in paragraph 26 above, paragraph
28, and Case T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR II43, paragraph
42).

28. In the present case, it is apparent from the contested decision that the signs at issue were regarded as
similar by the Board of Appeal following a visual and aural analysis. Furthermore, it is common ground (see
paragraph 16 of the contested decision, which was not challenged by the applicant in this action) that, since
the signs at issue are meaningless in Spanish, they are not comparable conceptually.

29. As regards, first of all, the visual comparison, the Board of Appeal started from the principle that a word
mark is capable of adopting any type of graphic representation' (paragraph 26 of the contested decision).
According to OHIM's written pleadings, the Board of Appeal thereby envisaged the possibility of future use of
the opponent's word mark in a stylised form that would make it graphically similar to the mark applied for.

30. The applicant submits that by reasoning in that manner, the Board of Appeal incorrectly relied on a
potential, hypothetical and future transformation' of the mark at issue. According to the applicant, the
comparison should, on the contrary, be made in relation to the sign as it currently appears, and not by
speculating on future modifications which bear no relation to the current global assessment. The applicant adds
that if the opponent were to modify the graphics of its mark in the future, it would result in another,
unprotected, distinctive sign that its clients would no longer recognise and which could therefore no longer
indicate the commercial origin of its goods.

31. OHIM counters by saying that the assessment criteria used by the Board of Appeal is well known and
generally applied, as the registration of a purely word mark confers on its proprietor an exclusive right that is
not limited to a predefined stylistic configuration of the sign. It does not in any way prejudice the finding of
a likelihood of confusion made by the Board of Appeal in the present case. A contrario , figurative marks are,
by nature, exclusively protected in the exact morphology covered by their registration. In the present case, it
is precisely the fixed nature' of their morphology which makes it possible to distinguish the opponent's earlier
figurative
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marks in such a way as to preclude any likelihood of confusion with the mark applied for.

32. In that regard, the Court points out that in the present case the visual comparison must be made between
a word mark, comprising the word naber', and a complex figurative mark, including both a word element,
namely the word faber', and a graphic element. That complex figurative mark is described as follows in the
trade-mark application:

Name FABER written in lower case block letters, where the upper horizontal stroke of the letter F is extended
surmounting the whole name and curves down above the vertical stroke of the letter R without touching it,
and where the lower horizontal stroke of the letter F crosses the vertical stroke of the same letter F and is
extended, curving down towards the bottom, then underlines the whole name, finally curving up to finish in
front of the horizontal stroke of the letter R, without touching it, the whole name and the extensions being
written in an ellipse'.

33. As OHIM correctly states on its internet site, a word mark is a mark consisting entirely of letters, of
words or of associations of words, written in printed characters in normal font, without any specific graphic
element. On the other hand, a figurative mark is a specific representation of word or graphic characteristics or
a combination of word and graphic elements, whether or not in colour. A complex figurative mark consists of
two or more categories of signs, combining, for example, letters and graphics, as in the case of the mark
applied for in this instance.

34. In light of those preliminary considerations, neither the reasoning of the applicant nor that of OHIM may
be followed.

35. On the one hand, the applicant fails to appreciate the characteristics of the earlier word mark by seeing in
it only a particular type of figurative mark, which is fixed in a particular morphology. Furthermore, the
applicant makes a second error by failing to take account of the word element of the complex mark applied
for.

36. On the other hand, OHIM appears to confer a graphic element on the word mark which, by definition, it
does not have. In addition, OHIM adopts a truncated approach by justifying the protection conferred on the
earlier word mark by its capacity to imitate, in the future, the particular form of the complex mark applied
for.

37. In order to assess the similarity between a complex figurative mark and an earlier word mark, the
particular graphic or stylistic aspects that the earlier mark might adopt are irrelevant. In any event, the
assessment of the similarity with the earlier word mark, which is the only relevant assessment in the present
case, should not be replaced by an assessment of similarity with a figurative element which does not form
part of the protection conferred by the earlier registration.

38. In fact, it is not because an earlier word mark may adopt a written form in the future which would make
it identical or similar to a complex mark applied for that the latter mark must be refused registration, but
because the complex mark is in fact made up, in addition to an unusual figurative aspect, of a word element
identical or similar to that comprising the earlier mark, and that, as part of the global assessment of the
likelihood of confusion, that word element cannot be regarded as subsidiary in relation to the other component
of the sign (see, a contrario , the reasoning of the Court of First Instance in Case T-110/01 Vedial v OHIM -
France Distribution (HUBERT) [2002] ECR II-5275, paragraph 50 et seq.).

39. Thus, in the present case, it is appropriate to begin by analysing the visual similarity between the word
elements naber' and faber'; then, if such a similarity is found, to ascertain whether the additional graphic or
figurative element, specific to the mark applied for, is capable of constituting a distinguishing feature sufficient
to preclude any visual similarity between the signs at issue in the eyes of the relevant public (see, to that
effect, HUBERT , cited in paragraph 38 above).
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40. As regards, first of all, the visual comparison of the purely word elements faber' and naber', it is true that
those two words share the four letters aber'. However, as the Board of Appeal states at paragraph 18 of the
contested decision, the fact that there is an element common to the two marks being compared does not mean
that that element is necessarily the most striking in both marks. The assessment of their similarity will thus
depend essentially on how much importance is attached to the first letter, which distinguishes the two marks
from one another, in comparison with the last four letters, which they share not only with one another, but
also, according to the information provided by the applicant during the administrative procedure, with a large
number of other marks present on the Spanish market (see paragraph II of the decision of the Opposition
Division and paragraph 4 of the contested decision). Having regard to that latter factor, the balance is not
clearly in favour of either view. It must therefore be concluded that there is a certain visual similarity between
these two signs, but that it does not appear to be particularly decisive.

41. As regards, secondly, consideration of the additional figurative element specific to the mark applied for,
the Court agrees with the assessment of the Opposition Division, according to which that element is not
secondary, since it consists of an invented construction requiring a conceptual effort of construction'. More
specifically, the Opposition Division stated that [the] first letter F is highly stylised since it covers, firstly, the
whole of the word element in its upper part and secondly the bar of the F underlines the word element by
passing round underneath it before finishing up against the bar of the final letter R'. Moreover, the ellipse in
which that construction is enclosed strongly accentuates its particular figurative aspect.

42. At paragraph 27 of the contested decision, the Board of Appeal also acknowledged the significant
figurative aspect' of the mark applied for.

43. Those two assessments, taken together, in the global assessment of visual similarity, lead the Court to find
that the additional graphic or figurative element which is specific to the mark applied for is capable of
constituting a distinguishing feature sufficient to preclude visual similarity between the signs at issue in the
eyes of the relevant public, which consists of professionals.

44. The Board of Appeal was thus wrong to conclude, at paragraph 27 of the contested decision, that the
signs at issue are similar, notwithstanding the significant figurative aspect' of the mark applied for, on the
ground that the aber' at the end was clearly discernible' in it.

45. The Court also emphasises the contradiction, which the applicant has also pointed out, between that latter
assessment and that set out at paragraph 21 of the contested decision, according to which the aber' at the end
is not particularly distinguishable' in the mark at issue.

46. As regards the aural comparison, the Opposition Division had observed, firstly, that the public notices the
first letter more because of its position at the start, and, secondly, that the sound F' is clearly distinct from the
sound N'. According to the Opposition Division, that difference alone was enough to preclude any phonetic
similarity between the conflicting marks.

47. By contrast, at paragraph 22 of the contested decision, the Board of Appeal held that that difference was
not decisive. It stated that, phonetically, the words are divided into syllables, and that within a syllable,
particularly in Spanish, the intensity of the voice increases on vowels, in accordance with the phenomenon of
accentuation. In the present case, in the initial syllable of the words naber' and faber', the letter A' is
consequently more resonant than the initial consonant. Moreover, since the second syllable ber' is identical in
the two words, the Board of Appeal found that there was a certain phonetic resemblance between the
conflicting signs.

48. The Court of First Instance considers that there is indisputably a certain phonetic resemblance between the
conflicting signs and that there is no need to resort to the expert's report which the applicant requests in order
to refute that argument. However, even taking into account the phenomenon
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of accentuation relied on by OHIM, that resemblance does not suffice to neutralise the phonetic distinction
brought about by the first letter, since, as the Opposition Division stated, the sounds produced by the
consonants F' and N' are clearly distinct.

49. First, the consonant F' is unvoiced, that is to say that the vocal cords do not vibrate when the sound is
uttered, unlike the consonant N' which is voiced. Second, the consonant F' is fricative, that is to say that when
it is uttered it produces an impression of friction, whereas the consonant N' is nasal, in other words, when it
is uttered it produces an impression of resonance.

50. Having regard to the fact that the relevant public is a specialised public, with a greater level of attention
than that of the average consumer, that phonetic difference between the two signs, and above all the marked
visual difference resulting from the significant figurative aspect specific to one of the signs are sufficient for a
finding, following a global assessment, that the signs constituting the marks at issue, each considered as a
whole and taking into account in particular their distinctive and dominant elements, are not similar.

51. It follows from the foregoing that one of the essential conditions for applying Article 8(1)(b) of
Regulation No 40/94 has not been satisfied. with a with a

52. It is therefore necessary to uphold the plea of infringement of Article 8(1)(b) of Regulation No 40/94 and
to grant the form of order sought by the applicant, and there is no need to compare the goods at issue or to
examine the other arguments of the applicant.

Costs

53. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

54. Pursuant to Article 136(2) of the Rules of Procedure, costs necessarily incurred by the parties for the
purposes of proceedings before the Board of Appeal are regarded as recoverable costs.

55. Since OHIM has been unsuccessful, it must be ordered to pay the costs, including the costs necessarily
incurred by the applicant in the proceedings before the Board of Appeal, in accordance with the form of order
sought by the applicant.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. Vincenzo Fusco v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for Community word mark ENZO FUSCO - Earlier Community
word mark ANTONIO FUSCO - Likelihood of confusion - Similarity between signs - Article 8(1)(b) of

Regulation (EC) No 40/94. Case T-185/03.

In Case T-185/03,

Vincenzo Fusco, residing in Sarmeola di Rubano (Italy), represented by B. Saguatti, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and P. Bullock, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervening before the Court of First
Instance, being

Antonio Fusco International SA Lussemburgo, Lugano subsidiary, established in Lugano (Switzerland),
represented by M. Bosshard, S. Verea and K. Muraro,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 17 March 2003 in Case R
1023/2001-4,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on

27 May 2003,

having regard to the response of OHIM lodged at the Registry on

17 September 2003,

having regard to the response of the intervener lodged at the Registry on

10 September 2003,

having regard to the applicant's reply lodged at the Registry on 5 November 2003,

following the hearing on

22 June 2004,

gives the following

Judgment

Costs

72. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, he
must, in accordance with the forms of order sought by OHIM and the intervener, be ordered to pay the costs.
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On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 21 January 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM') pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

2. The trade mark in respect of which registration was sought was the sign ENZO FUSCO.

3. The goods in respect of which registration was sought are in Classes 3, 9, 18, 24 and 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond for each of those classes to
the following description:

- Soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices', within Class 3;

- Spectacles, spectacle cases', within Class 9;

- Leather and imitations of leather, and goods made of these materials and not included in other classes;
animal skins, hides; trunks and travelling bags; bags and rucksacks; umbrellas, parasols and walking sticks',
within Class 18;

- Textiles and textile goods, not included in other classes; bed and table covers', within Class 24.

- Clothing, footwear, headgear', within Class 25.

4. The trade mark application was published in Community Trade Mark Bulletin No 2/1999 of 11 January
1999.

5. On 8 April 1999, the intervener filed a notice of opposition against the trade mark applied for pursuant to
Article 42 of Regulation No 40/94.

6. The mark relied on in support of that opposition was the Community word mark ANTONIO FUSCO, filed
on 10 October 1997 and registered on 8 March 1999.

7. The goods in respect of which that earlier trade mark was registered correspond to the following
descriptions:

- Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive
preparations; soaps; perfumery, essential oils, cosmetics, hair lotions, dentifrices', within Class 3;

- Spectacles; scientific, nautical, surveying, electric, photographic, cinematographic, optical, weighing,
measuring, signalling, checking (supervision), life-saving and teaching apparatus and instruments; apparatus for
recording, transmission or reproduction of sound or images; magnetic data carriers, recording discs; automatic
vending machines and mechanisms for coin-operated apparatus; cash registers, calculating machines, data
processing equipment and computers; fire-extinguishing apparatus', within Class 9;
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- Precious metals and their alloys and goods in precious metals or coated therewith, not included in other
classes; jewellery, precious stones; horological and chronometric instruments', within Class 14;

- Leather and imitations of leather, and goods made of these materials and not included in other classes;
animal skins, hides; trunks and travelling bags; umbrellas, parasols and walking sticks; whips, harness and
saddlery', within Class 18;

- Furniture, mirrors, picture frames; goods (not included in other classes) of wood, cork, reed, cane, wicker,
horn, bone, ivory, whalebone, shell, amber, mother-of-pearl, meerschaum and substitutes for all these materials,
or of plastics', within Class 20;

- Textiles and textile goods, not included in other classes; bed and table covers', within Class 24;

- Clothing, footwear, headgear', within Class 25.

8. By decision of 28 September 2001, the Opposition Division rejected the application for registration pursuant
to Article 8(1)(b) of Regulation No 40/94.

9. On 5 December 2001, the applicant filed a notice of appeal with OHIM against the decision of the
Opposition Division.

10. By decision of 17 March 2003 (the contested decision'), the Fourth Board of Appeal of OHIM dismissed
the appeal. The Board of Appeal found essentially that the surname Fusco', which appears in both signs and
which in Italy was neither rare nor particularly common, was more distinctive than the forenames Antonio'
and Enzo' which were both common forenames. It described the degree of similarity between the signs as
neither negligible nor marked, but average. As the goods covered were identical, the Board of Appeal
concluded that the presence of the word Fusco' in both signs was such as to give rise to a plausible likelihood
of confusion in the mind of the reference public.

Forms of order sought

11. In its application, the applicant claims that the Court should:

- primarily, annul the contested decision of the Board of Appeal;

- declare that ENZO FUSCO can be registered as a Community trade mark;

- in the alternative, if the Court finds that the marks are likely to engender confusion, specify the precise
territorial scope of the decision;

- primarily, hold that the conversion procedure laid down in Article 108 of Regulation No 40/94 will not be
barred except for the territory in respect of which there is expressly found to be a likelihood of confusion;

- order OHIM and the intervener to pay the costs or, in the alternative, order that the costs be shared.

12. At the hearing, the applicant withdrew his second and third heads of claim, and the Court took formal
notice of that withdrawal. He also acknowledged that the fourth head of claim concerns a future question
which only arises if the action is dismissed.

13. OHIM and the intervener contend that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law
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Admissibility

Arguments of the parties

14. The intervener points out that the signatures of the lawyer which appear on the application and on the
authority to act ad litem are different. Moreover, the copies of the application were not certified as genuine by
a member of the Bar of one of the Member States. At the hearing, the intervener submitted to the Court three
documents setting out expert evidence from graphologists to justify the fact that it considered it necessary to
raise the question of the authenticity of the signature of the applicant's lawyer.

15. In his reply and at the hearing, the applicant's lawyer asserted that the signatures on the application and
on the authority to act ad litem are his, one in its legible and complete form and the other in the form of
initials. Moreover, the applicant attached to the reply seven copies of the application certified as genuine by
his lawyer.

16. The applicant claimed that the three graphologists' expert opinions were produced out of time. OHIM
stated that it was inclined to share that view.

Findings of the Court

17. Since the applicant's lawyer has asserted that the signatures on the application and on the authority to act
ad litem are his and the graphologists, in their expert opinions, pointed out that the signatures on the basis of
which they gave their opinions do not enable it to be ruled out that those signatures were by the same person,
the Court finds that the intervener's first plea of inadmissibility should not be upheld and the Court does not
need to adjudicate on whether or not the graphologists' expert evidence was produced out of time.

18. As for the certified copies, it suffices to note that the applicant has regularised the application.

The application for annulment

Arguments of the parties

19. In support of its claim for annulment the applicant raises a single plea in law, alleging an infringement of
Article 8(1)(b) of Regulation No 40/94.

20. The parties are in agreement that the goods covered by the opposing trade marks are the same.
Furthermore, the parties refer exclusively to the Italian market.

21. The applicant submits essentially that the Board of Appeal erroneously applied the principles governing
the assessment of the likelihood of confusion.

22. First, the applicant alleges that the Board of Appeal erred in its application of the principle that the
comparison of the opposing signs must be made in a uniform and synthetic manner by taking account of the
overall impression produced by them. In its view, the Board of Appeal wrongly concentrated its comparison
on the single feature Fusco'. in a

23. Second, the applicant considers that Board of Appeal based its reasoning on the presupposition that, in a
trade mark made up of a forename and a surname, the dominant and distinctive feature is always the surname.
It considers that the assessment of such signs must be based on the same principles as those governing the
comparison of other signs. At the hearing, the applicant referred to a series of recent judgments of the German
and Spanish courts which decided that the average modern consumer will not a priori think that a surname
constitutes the dominant feature of a sign composed according to the formula forename + surname'.

24. Third, the applicant submits that the Board of Appeal based the contested decision on inaccurate
information. First of all, contrary to the Board of Appeal's finding in its decision, the surname
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Fusco' is not rare but reasonably common. Next, whilst it is true that the forenames Antonio' and Enzo' are
common in Italy, it is nevertheless the case that they are very different. According to the applicant, the
identical nature of the surname in the signs in question is mitigated by the difference between the forenames
Enzo' and Antonio' and by the fact that Fusco' is a reasonably common surname in Italy.

25. Fourth, according to the applicant, the Italian consumer of items of clothing is particularly observant and
circumspect and will be perfectly able to associate the various items covered by the opposing trade marks with
two different designers without risk of confusion of the origin. The applicant challenges the findings of the
Board of Appeal that that capacity for discernment may be the result of a learning process over time but that
it does not exist a priori.

26. Fifth, the Board of Appeal misinterpreted the relevance of how well known are the trade marks in
question. First, the earlier mark has no reputation at all. Given that, the degree of similarity between the
opposing trade marks is not sufficiently high to give rise to a likelihood of confusion. Next, the Board of
Appeal should have taken account of the fact that the trade mark ENZO FUSCO has been protected in Italy
since 1982 and that the applicant is a recognised designer who has been working for more than 30 years.

27. OHIM replies that the Board of Appeal correctly applied the principles governing the comparison of
opposing signs. It points out in particular that the surname Fusco' is the dominant feature of both signs for the
reasons set out in the contested decision.

28. According to the intervener, the surname is the principal distinctive feature of the marital status of a
person and will therefore be perceived by the consumer as the dominant feature of a trade mark based on the
formula forename + surname'. Moreover, the intervener considers that, when faced with the opposing marks,
the consumer might believe that there is a family connection between the owners of the two trade marks. In
support of that argument, it cites various judgments of the Italian courts on the matter.

29. As regards whether the signs in question are well known, OHIM and the intervener consider essentially
that the arguments put forward by the applicant are immaterial.

Findings of the Court

30. Article 8(1)(b) of Regulation No 40/94 states that upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if, because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected.

31. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

32. According to the same case-law, the likelihood of confusion must be assessed globally, according to the
perception that the relevant public has of the trade marks and the goods or services in question and taking
into account all factors relevant to the circumstances of the case, in particular the interdependence between the
similarity between the trade marks and between the goods or services identified (see Case T-162/01
Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821,
paragraphs 31 to 33, and the case-law there cited).

- The target public

33. In the present case, the earlier trade mark is a Community trade mark. It follows that the territory in
which the earlier mark is protected is that of the European Community. However, it
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follows from the unitary character of the Community trade mark laid down in Article 1(2) of Regulation No
40/94 that an earlier Community trade mark is protected in the same way in all Member States. Earlier
Community trade marks may therefore be pleaded in opposition to any subsequent application to register a
trade mark which infringes their protection, even if it does so only in relation to the perception of the
consumers of part of the Community. It follows that the principle laid down in Article 7(2) of Regulation No
40/94, that it suffices, in refusing to register a trade mark, that an absolute ground for refusal exists only in
part of the Community, also applies by analogy to a relative ground for refusal under Article 8(1)(b) of
Regulation No 40/94.

34. Although the Board of Appeal referred at paragraph 15 of the contested decision to the Community'
consumer, it follows from the entirety of the reasoning which follows that the Board of Appeal examined the
Italian market alone. Thus in paragraph 20 of the contested decision it refers to the statistics on the frequency
of the surname Fusco' in Italy. In paragraph 22 of that decision it examines the perception which the Italian
consumer' will have of the earlier mark. It follows from the context that paragraph 23 of the contested
decision refers solely to the perception of Italian consumers, even though that paragraph does not expressly
refer to the Italian market. That paragraph contains a line of reasoning which is parallel to that in the
preceding paragraph which does expressly refer to the Italian market.

35. Moreover the arguments put forward by the parties refer to Italy alone.

36. It follows that the examination of the contested decision should be limited to the likelihood of confusion
in the mind of the Italian consumer alone.

37. Neither the Board of Appeal nor the Opposition Division of OHIM made an express finding on the
composition of the relevant public. It nevertheless follows from the decision of the Opposition Division that it
assessed the likelihood of confusion in relation to the perception of an average consumer who is reasonably
well informed and reasonably observant and circumspect. The Board of Appeal impliedly approved that
finding and neither the applicant nor the intervener has challenged it.

38. It follows that the Court should assess the likelihood of confusion in relation to the perception of the
average, non-specialist Italian consumer.

- Similarity between the goods

39. The parties did not challenge the finding of the Board of Appeal that the goods identified by the trade
marks in question are identical. Therefore, the Court finds that it should start from that premiss.

- Similarity between the trade marks

40. It is common ground between the parties that the Italian consumer will perceive the trade marks as having
the same structure, consisting of a forename followed by a surname (forename + surname').

41. Both visually and aurally the opposing trade marks resemble each other because of the presence of the
surname Fusco' in both signs. They are distinguishable on the other hand by the forenames preceding that
word, namely Antonio' and Enzo', the latter being the diminutive of the forename Vincenzo. The parties agree
that those forenames are neither visually nor aurally similar.

42. Conceptually, the Court considers that the consumer will ordinarily infer from the fact that the forenames
are different that the words Enzo Fusco' and Antonio Fusco' refer to two different people. Moreover, it is not
in dispute that there is no semantic relationship between the trade marks and the goods they cover, but that
they will be perceived as being proper nouns.

43. The Board of Appeal found that the surname Fusco' was the dominant and distinctive feature
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of the two signs, first, because it is a surname, second, because that name is not particularly common in Italy
and, third, because neither Antonio' nor Enzo' are unusual forenames in Italy.

44. The dispute therefore turns principally on whether the presence of different forenames suffices, in the
present case, to exclude a likelihood of confusion in the mind of an Italian consumer, as the applicant argues,
or whether, on the contrary, in the signs in question, the word Fusco' is so dominant a feature as to
subordinate or eclipse in the perception and memory of the consumer, the presence of the forenames Enzo'
and Antonio', which are completely different.

45. It should be noted as a preliminary point that Article 4 of Regulation No 40/94 provides that a
Community trade mark may consist of any signs capable of being represented graphically, including personal
names. Articles 7 and 8 of that regulation, on refusal of registration, do not distinguish between signs of a
different type. The assessment of likelihood of confusion, within the meaning of Article 8(1)(b) of Regulation
No 40/94, between such signs must therefore be made according to the same principles as those concerning
any other sign. That does not however exclude the possibility that the fact that a sign is made up of the name
of a person may have a bearing on the perception of that sign by the relevant public.

46. As is apparent from settled case-law, the assessment of the likelihood of confusion, as far as concerns the
visual, aural or conceptual similarity of the marks in question, must be based on the overall impression given
by the marks, bearing in mind, inter alia, their distinctive and dominant components (see Case T292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335, paragraph
47, and the case-law there cited). The consumer only rarely has the chance to make a direct comparison
between the different marks but must place his trust in the imperfect picture of them that he has kept in his
mind (Case C-342/97 Lloyd Schufabrik Meyer [1999] ECR I-3819, paragraph 26). In general it is the
dominant and distinctive features of a trade mark which are most easily remembered (see, to that effect, Case
T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties ) [2002] ECR II-4359, paragraphs 47 and 48). Therefore
the requirement to assess the overall impression given by a mark does not exclude an assessment of each of
its components in order to determine its dominant features.

47. It follows that by determining, first, the similar and different features of the opposing signs and, second,
whether there is a dominant feature which will be more easily recalled by the consumer, the Board of Appeal
did not infringe the principles laid down in the case-law.

48. It is, however, necessary to examine in greater detail the relevance of the argument, adopted by the Board
of Appeal, that the surname Fusco' is the dominant feature of the signs in question.

49. It should be stated, first of all, in this regard that, at first sight, in the two signs in question, the word
Fusco' is not emphasised either visually or aurally. In the case of the earlier trade mark, the forename
Antonio' appears at the beginning of the sign. Moreover, both visually and aurally, that word is longer than
the word Fusco' which follows. In the case of the forename Enzo', which appears at the beginning of the sign
applied for, that is visually slightly shorter than the word Fusco', whereas aurally the words Enzo' and Fusco',
both comprising two syllables, are of equal length.

50. OHIM and the intervener, like the Board of Appeal in the contested decision, nevertheless consider that,
in a sign composed of a forename and a surname, it is the latter which confers on the trade mark its
distinctive character and therefore constitutes its dominant feature unless it is a very common surname, which
will therefore be much less distinctive.

51. The Court notes, first of all, that none of the parties has challenged the finding of the Board of Appeal
that neither Enzo' nor Antonio' will be perceived as being more important, characteristic or distinctive than the
word Fusco'.
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52. It should be noted next that the perception of signs made up of personal names may vary from country to
country within the European Community. In determining whether, in a particular country, the relevant public
generally attributes greater distinctiveness to the surname than the forename, the case-law of that country,
although not binding on the Community courts, may provide useful guidelines.

53. In the present case, account should be taken of the perception that the relevant Italian public has of the
signs in question. The Court notes in that respect that, as the intervener pointed out, Italian case-law generally
considers that the surname constitutes the heart of a sign made up of a forename and a surname. Moreover, it
is common ground between the parties that Fusco' is not one of the most common surnames in Italy.

54. In those circumstances, the Court considers that there is no need in the present case to overturn the
finding of the Board of Appeal, also shared by the Opposition Division, that the Italian consumer will, as a
general rule, attribute greater distinctiveness to the surname than to the forename in the marks in question.

55. Consequently, the Court considers that there is a certain similarity between the signs in question by reason
of the fact that their most characteristic feature is the same. In the light of the other features present in the
signs, that is the forenames Antonio' and Enzo', that similarity is neither negligible nor marked.

- The likelihood of confusion

56. According to settled case-law, the assessment of the likelihood of confusion implies some interdependence
between the relevant factors, and in particular between the similarity between the trade marks and between the
goods or services covered. Accordingly, a lesser degree of similarity between these goods or services may be
offset by a greater degree of similarity between the marks (see by analogy Case C-39/97 Canon [1998] ECR
I-5507, paragraph 17, and, in the application of Regulation No 40/94, GIORGIO BEVERLY HILLS ,
paragraph 32). According to that same case-law, the more distinctive the earlier mark, the greater will be the
likelihood of confusion (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 24; Canon ,
paragraph 18; and Lloyd Schufabrik Meyer , paragraph 20).

57. In the present case, the applicant submits, first, that the target public is particularly observant when buying
the goods in question.

58. In this respect it is clear from the case-law that the consumer's level of attention is likely to vary
according to the category of goods or services in question (see, by analogy, Lloyd Schufabrik Meyer ,
paragraph 26). As OHIM rightly pointed out, it is not, however, sufficient that the applicant asserts, in general
terms and without supporting evidence, that the level of attention of the consumer of the goods in question is
high. It follows that the applicant's argument that the target consumer is particularly observant cannot be
upheld.

59. The applicant considers, second, that the Board of Appeal should have taken account of the fact that the
earlier trade mark has no reputation at all.

60. The Court notes that the intervener does not allege that the earlier trade mark is highly distinctive because
it is known on the Italian market. However, OHIM and the intervener rightly point out that the applicant is
mistaken about the inferences to be drawn from any lack of reputation of the earlier mark, by submitting that
the earlier mark has only a reduced level of protection in that case. The distinctive character of the earlier
trade mark, which it derives from the inherent qualities of that mark or its reputation, must be taken into
account when determining whether the similarity between the goods or services covered by the two trade
marks is sufficient to give rise to a likelihood
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of confusion (Canon , paragraphs 18 and 24). By contrast, the existence of a reputation is not a prerequisite
of the protection of the earlier right.

61. Third, the applicant submits that the Board of Appeal should have taken account of the fact that the trade
mark ENZO FUSCO has been protected in Italy since 1982 and that the applicant is a designer who has been
established for more than 30 years.

62. On that point, the Board of Appeal stated in paragraph 18 of the contested decision that the acquisition of
formal rights over the trade mark ENZO FUSCO in Italy since 1982 had no bearing on the outcome of the
dispute, given that the only rights to be taken into consideration were the two Community trade marks in
question.

63. That finding must be upheld. If the applicant holds a national trade mark which predates the Community
trade mark ANTONIO FUSCO and which is, at least in substance, the same as the Community trade mark
applied for, it is for him, if he considers that he is so entitled and if he so wishes, to seek its protection by
means of opposition or annulment proceedings or, where appropriate, before the competent national court in
the context allowed by Article 106 of Regulation No 40/94, as the case may be. By contrast as long as the
earlier Community trade mark ANTONIO FUSCO is in fact protected, the existence of a national registration
predating that Community mark is irrelevant in the context of opposition to a Community trade mark
application, even if the Community trade mark applied for is the same as a national trade mark held by the
applicant which predates the opposing Community trade mark (see, to that effect, concerning the existence of
an earlier trade mark as an absolute ground for refusal to register, Case T-6/01 Matratzen Concord v OHIM -
Hukla Germany (MATRATZEN) [2002] ECR II-4335, paragraph 55).

64. In so far as the applicant's argument seeks to show that the distinctiveness of the earlier Community trade
mark is reduced on the ground that it has peacefully coexisted with the Italian trade mark ENZO FUSCO,
which allegedly has been protected since 1982, it should be noted that even if that argument were to be
accepted, the period of coexistence of those two trade marks was too short to have influenced the perception
of the Italian consumer. It is apparent from the file that the earlier Community trade mark was lodged on 10
October 1997 and registered on 8 March 1999. As the application for the trade mark in question was lodged
on 21 January 1998, the relevant period was not even four months.

65. Lastly, as for the applicant's professional and personal history or the possible reputation of the name Enzo
Fusco', the Court finds that the applicant has not adduced the evidence necessary to enable it to assess the
materiality or even the relevance of those factors. In particular he failed to show how those factors would
influence the Italian consumer's perception of the signs in question.

66. In the global assessment of the likelihood of confusion, a lesser degree of similarity between the signs
may be offset by other relevant factors such as a strong similarity between the goods.

67. In the present case, the Court considers that, since the Italian consumer generally attributes greater
distinctiveness to the surname than the forename, he will keep in mind the name Fusco' rather than the
forenames Antonio' or Enzo'. Moreover, the goods in question are the same. In those circumstances, the Board
of Appeal was entitled to find without erring in law that a consumer faced with goods bearing the trade mark
applied for ENZO FUSCO might confuse it with the earlier trade mark ANTONIO FUSCO, so that there is a
likelihood of confusion.

68. Since the sole plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94, is unfounded,
the applicant's principal claim must be rejected.

The alternative claim seeking a declaration that the conversion procedure is not barred
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69. Under Article 108(1)(a) of Regulation No 40/94, the applicant for a Community trade mark may request
the conversion of his Community trade mark application into a national trade mark application to the extent
that the Community trade mark application is refused.

70. In the present case, it must be found that the applicant has not yet requested the conversion of his
Community trade mark application. The alternative claim essentially seeks a declaration from the Court, at the
outset and without reference to a reviewable decision for the purposes of Article 63 of Regulation No 40/94,
of the existence of an obligation on the part of OHIM.

71. Since the Court has no jurisdiction to make such a declaration, the alternative claim must be rejected as
inadmissible.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2004.

Applied Molecular Evolution Inc. v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Word mark APPLIED MOLECULAR EVOLUTION - Absolute grounds for
refusal - Article 7(1)(c) of Regulation (EC) No 40/94 - Descriptive sign.

Case T-183/03.

In Case T-183/03,

Applied Molecular Evolution Inc., established in San Diego, California (United States), represented by A.
Deutsch, laywer, and by M. Weber-Quitzau,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by H.
Nokkanen and A. Folliard-Monguiral, acting as Agents,

defendant,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 13 March 2003 (Case R
108/2002-2) upholding the refusal to register APPLIED MOLECULAR EVOLUTION as a word mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N. J. Forwood, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Registry of the Court on

26 May 2003,

having regard to the reply lodged at the Registry of the Court on

5 September 2003,

further to the hearing on

13 May 2004,

gives the following

Judgment

Background to the dispute

1. On 31 March 2000, the applicant, formerly known as Ixsys Inc., filed at the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) (OHIM) an application for a Community trade mark under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p.1),
as amended.

2. The trade mark for which registration was sought is the sign APPLIED MOLECULAR EVOLUTION.

3. The services in respect of which registration of the mark was sought are in Class 42 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
Research activities directed toward the molecular engineering of compounds for use
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in therapeutics, diagnostics, agricultural products, enzymes, chemical products, nutritional products, food
additives and industrial applications, including but not limited to, commodity and speciality chemicals.'

4. By decision of 28 November 2001, the Examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the mark sought was descriptive and devoid of any distinctive character.

5. On 28 January 2002, the applicant filed an appeal at OHIM against the Examiner's decision in accordance
with Article 59 of Regulation No 40/94.

6. By decision of 13 March 2003 (the contested decision'), served on the applicant on 24 March 2003, and
corrected as to the applicant's name by decision of 25 August 2003, the Board of Appeal dismissed the appeal
on the ground that the mark applied for was descriptive and devoid of any distinctive character within the
meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

Forms of order sought

7. At the hearing the applicant withdrew its application for an order that OHIM be required to register the
mark claimed.

8. The applicant now claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

9. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

10. The Court notes that at the hearing the applicant withdrew its first plea in law to the effect that the
contested decision refers to it incorrectly by its former name. The applicant now raises a single plea in law
based on an infringement of Article 7(1)(b) and (c) of Regulation No 40/94.

11. It must be noted first of all that, under Article 44(1) of the Rules of Procedure of the Court of First
Instance, which applies to intellectual property matters by virtue of Article 130(1) and Article 132(1) of those
rules, applications must include a brief statement of the grounds relied on. It is settled case-law that although
specific points in the text of the application can be supported and completed by references to specific passages
in the documents attached, a general reference to other documents cannot compensate for the failure to set out
the essential elements of the legal argument which must, under those provisions, appear in the application
itself, (Joined Cases T-305/94 to T-307/94, T-313/94 to T-316/94, T-318/94, T-325/94, T-328/94, T329/94 and
T-335/94 Limburgse Vinyl Maatschappij and Others v Commission [1999] ECR II-931, paragraph 39, and the
caselaw cited therein). No account may therefore be taken of the general reference in the application to the
submissions lodged by the applicant before OHIM.

12. The Court notes as a preliminary point that the contested decision is based equally on lack of
distinctiveness and on the descriptiveness of the mark claimed. At the hearing OHIM stated that the contested
decision should be read as essentially founded on the descriptiveness of the mark sought. It is indeed
appropriate in this case to consider first of all whether the Board of Appeal applied Article 7(1)(c) of
Regulation No 40/94 correctly.

13. Under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose,
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value, geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered. In addition, Article 7(2) of Regulation No
40/94 states that [p]aragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only
part of the Community'.

14. The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are those which may serve
in normal usage from a consumer's point of view to designate, either directly or by reference to one of their
essential characteristics, the goods or services in respect of which registration is sought (Case C383/99 P
Proctor &Gamble v OHIM [2001] ECR I-6251, paragraph 39). The descriptiveness of a sign cannot therefore
be assessed other than by reference first to the goods or services concerned and secondly to the understanding
that the relevant public has of it.

15. So far as the relevant public is concerned, in this case the Board of Appeal implicitly took the view that
it comprises the relevant specialist consumer in the field of protein engineering' (paragraph 13 of the contested
decision). By its first plea in law advanced in the application and further elucidated at the hearing, the
applicant is arguing that the relevant public must be defined more broadly and also include, so far as a small
number of persons is concerned, persons who are less highly specialised than those cited by the Board of
Appeal, in particular economic operators.

16. The Court finds that the relevant public was defined correctly in the contested decision. At any rate, even
if the public taken into account were to be less highly specialised than that forming the basis of the contested
decision, that would not alter the consequences attaching to the definition of the relevant public in this case,
which are that it comprises knowledgeable, particularly wellinformed and observant consumers. The intended
use of the services in question entails at the very least that this less highly specialised group be aware of the
possibilities offered by molecular alteration and its benefits, including industrial benefits. Such persons cannot
therefore be regarded as average consumers.

17. The Court finds that there is no need to determine whether the whole of the relevant public needs to be
conversant in English for professional purposes. In any event under Article 7(2) of Regulation No 40/94 it is
sufficient to establish that since the sign in question is English the relevant public comprises knowledgeable
English-speaking consumers.

18. As regards the descriptiveness of the sign the Board of Appeal found first of all that the term molecular
evolution' referred to the field of genetic material, including the study of proteins, deoxyribonucleic acid
(DNA) and the improvement thereof for commercial purposes (paragraph 9 of the contested decision) and,
secondly, that the addition of the word applied' related to the application of the services, namely use of the
compounds obtained in various products (paragraph 11 of the contested decision).

19. By its second plea in law the applicant argues that the term evolution' has a variety of meanings and in
particular that it implies a process of gradual, random change, not the direct and targeted optimising of
molecules associated with the services claimed. It therefore has a contradictory meaning in relation to the
services claimed.

20. The Court finds first of all that the Board of Appeal did not place reliance on the sense of the word
evolution' alone but attributed a particular meaning to it taking it together with the adjective molecular'. In any
event the word evolution' is appropriate to describe the partial, willed and immediate alteration of a
preexisting situation. In particular the relevant public, which is well informed, will be in no doubt that it
connotes the deliberate alteration of molecules. Secondly, whilst it is true that the word evolution' can have a
number of meanings, as the applicant
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argues, it must be recalled that under Article 7(1)(c) of Regulation No 40/94, a sign must be refused
registration if at least one of its possible meanings designates a characteristic of the goods or services
concerned (Case C-191/01 P OHIM v Wrigley [2003] ECR I-0000, paragraph 32).

21. By its third plea in law the applicant criticises the Board of Appeal for having determined the words
molecular evolution' to be descriptive in the sphere of the alteration of genetic material without providing any
evidence of that assertion, on the one hand, and for disregarding the fact that the services in question cover a
far wider area, on the other.

22. The Court notes by way of preliminary observation that the applicant's argument is based on a partial
reading of the contested decision. The Board of Appeal did not interpret the words molecular evolution' purely
as meaning the alteration of genetic material but also referred to a number of... activities' related to genetic
material, including the process of artificially improving the function of a protein for commercial purposes'
(paragraph 9 of the contested decision). The meaning attributed to the words molecular evolution' in the
contested decision is therefore broader than that claimed by the applicant.

23. As regards proof of the correctness of the meaning determined by the Board of Appeal, it must be
emphasised that the Board is entitled to supply definitions of particular terms of its own motion without being
bound to rely on specific documents, provided that the definition can be regarded as commonly accepted. In
this case the definition, although contested by the applicant, was sufficiently commonplace not to have to be
substantiated in the contested decision. OHIM was easily able in its reply to corroborate the definition with
the simple aid of a dictionary and an encyclopaedia. The relevant public, which is particularly well informed,
will therefore be able without special effort to associate the words molecular evolution' with the field of
genetic material. Under the caselaw set out at paragraph 20 above, the fact that the words can have another
connotation does not mean that they are not descriptive in relation to the services claimed.

24. In that regard the applicant cannot criticise the Board of Appeal for having used information from the
applicant's website as the basis for assessing the descriptiveness of the sign in question in relation to the
services claimed. The Board of Appeal did not rely on that information in order to appraise the perception of
the sign by the relevant public but in order to respond to the applicant's argument that the examiner had
misunderstood the nature of the services claimed in the trade mark application. In any event, as the nature of
the services is sufficiently clear from the trade mark application itself, it cannot affect the applicant adversely
if the nature of those services is confirmed by information gathered elsewhere.

25. Finally since the words molecular evolution' cover the services claimed at least in part, as is clear from
the grounds of appeal submitted to the Board of Appeal, that descriptive meaning is sufficient reason for
refusing registration of the mark sought. It is settled law that where the applicant has applied for registration
of the sign at issue for all goods in that category without drawing any distinction between them the Board of
Appeal is entitled to make an overall assessment of the descriptiveness of the sign comprising the mark in
regard to all the goods and services listed in the trade mark application (see, with regard to services, Case
T-358/00 DaimlerChrysler v OHIM (TRUCKCARD) [2002] ECR II-1993 paragraphs 34, 37 and 44; with
regard to goods, Case T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 46).
Moreover, in the present case, the overall definition of the services referred to in the trademark application
made it impossible for the Board of Appeal to distinguish the services referred to according to whether they
directly concerned alterations of genetic material or did not. The fact that certain of the services referred to
may concern activities not involving genetic alteration cannot entail that the mark applied for be registered for
all the services referred to, although the sign at issue directly describes certain other services referred to. Such
registration would run counter to the absolute ground of refusal
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in Article 7(1)(c) of Regulation No 40/94

26. By its last plea in law the applicant claims that in the overall assessment of the sign in question the word
applied' renders the meaning of the mark as a whole even less clear.

27. The Court finds that this plea must be rejected. The Board of Appeal rightly held that the word applied'
meant put to practical use; having or concerned with practical application' (paragraph 10 of the contested
decision). In the scientific and industrial worlds this adjective expresses the intention that theoretical research
should find practical application. The adjective therefore further reinforces the descriptiveness of the sign in
question by setting out the purpose, particularly the industrial and commercial purpose, of the services relating
to molecular engineering.

28. As the sign as a whole is composed of a combination of words that conforms to English syntax, the
association of those words cannot diminish their descriptiveness with regard to the services covered. On the
contrary, their association strengthens the meaning of each of these words. The Board of Appeal was therefore
right to conclude that the sign APPLED MOLECULAR EVOLUTION is descriptive of the services claimed in
the trade mark application, which is to say molecular engineering of compounds for use in a variety of
products.

29. In so far as it is sufficient that one of the absolute grounds for refusal listed in Article 7(1) of Regulation
No 40/94 obtains in order for the sign not to be registrable as a Community trade mark, there is no need to
determine whether, as the Board of Appeal found and as is contested by the applicant, the mark in question is
also devoid of distinctive character.

30. In the light of all the foregoing the application must be dismissed.

Costs

31. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has applied for costs, it must be ordered to pay the costs.

On those grounds

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2005. CeWe Color AG &amp; Co. OHG
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Word signs DigiFilm and DigiFilmMaker - Absolute grounds for refusal - Article 7(1)(b)
and (c) of Regulation (EC) No 40/94. Joined cases T-178/03 and T-179/03.

In Joined Cases T178/03 and T-179/03,

CeWe Color AG &amp; Co. OHG, established in Oldenburg (Germany), represented by C. Spintig, S. Richter,
U. Sander and H. Förster, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by I. Mayer
and M.G. Schneider, acting as Agents,

defendant,

ACTIONS brought against the decisions of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 12 March 2003 (Cases R 638/20023 and R 641/20023), in
relation to registration of the word signs DigiFilmMaker and DigiFilm as Community trade marks,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, F. Dehousse and D. vaby, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the applications lodged at the Registry of the Court of First Instance on 19 and 21 May
2003,

having regard to the order for joinder of 18 September 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 15 December 2003,

further to the hearing on 12 April 2005,

gives the following

Judgment

On those grounds

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Dismisses the actions;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 19 November 2001 the applicant filed two applications for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.
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2. The trade marks for which registration was sought were the word signs DigiFilm and DigiFilmMaker (the
trade marks sought').

3. The goods and services in respect of which registration of the mark DigiFilm has been sought fall within
Classes 9, 16 and 42 of the Nice Agreement concerning the International Classification of Goods and Services
for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond, for
each of those classes, to the following description:

- Class 9: Storage media, data carriers, in particular optical data carriers, in particular CD-ROMs, including all
the aforesaid goods with photographs stored thereon; photographic and cinematographic apparatus and
instruments (included in class 9); apparatus for recording, transmission or reproduction of sound and/or
images; data-processing apparatus; computers; computer software';

- Class 16: Photographs in the form of photographs on paper, negatives, slides';

- Class 42: Recording of data carriers, in particular with digital data, in particular image data, creating
photographs; printing of photographs; operating an online print services for photographs; software consultancy,
maintenance of software, computer programming'.

4. The goods and services in respect of which registration of the mark DigiFilmMaker was sought, in addition
to the same goods and services as those covered in the request for the mark in relation to the DigiFilm mark,
fall within Class 9 of the Nice Agreement, and correspond to the following description: apparatus and
automatic machines for recording data carriers, in particular apparatus for the transfer of digital data (in
particular image data) onto data carriers (in particular CD-ROMs)'.

5. Under cover of letters of 22 February 2002, in accordance with Rule 11(1) of Commission Regulation (EC)
No 2868/95 of 13 December 1995 implementing Council Regulation (EC) No 40/94 on the Community trade
mark (OJ 1995 L 303, p. 1), the examiner informed the applicant that by virtue of Article 7(1)(b) and (c) of
Regulation No 40/94 the marks did not appear to be suitable for registration except in respect of the following
goods and services:

- Class 16: Photographs in the form of photographs on paper, negatives, slides';

- Class 42: Software consultancy, maintenance of software, computer programming'.

6. Under cover of letters of 22 April 2002 the applicant maintained its applications for Community trade
marks.

7. By decisions of 4 June 2002, in accordance with Rule 11(3) of Commission Regulation (EC) No 2868/95,
the examiner rejected the applications on the basis of Article 7(1)(b) and (c) of Regulation No 40/94 in
respect of the following goods and services:

- Class 9: Storage media, data carriers, in particular optical data carriers, in particular CD-ROMs, including all
the aforesaid goods with photographs stored thereon; photographic and cinematographic apparatus and
instruments (included in class 9); apparatus for recording, transmission or reproduction of sound and/or
images; data-processing apparatus; computers; computer software';

- Class 42: Recording of data carriers, in particular with digital data, in particular image data, creating
photographs; printing of photographs; operating an online print service for photographs'.

8. The examiner considered that the trade marks in respect of which registration was sought consisted of
neologisms descriptive of the goods and services concerned. The term digi' is a modern English-language
abbreviation of digital' and the signs DigiFilm and DigiFilmMaker referred directly to the following respective
meanings: digital film and a person who makes digital films or instruments used to that effect (digital
film-maker). The examiner also considered that juxtaposition of the terms Digi', Film' and Maker' did not give
rise to any additional character conferring distinctiveness on the marks in respect of which registration is
sought.
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9. On 26 July 2002 the applicant lodged two appeals against the examiner's decision with OHIM pursuant to
Article 59 of Regulation No 40/94.

10. By decisions of 12 March 2003 (the DigiFilm decision' and the DigiFilmMaker decision', together the
contested decisions'), which were notified to the applicant by letters of 18 and 13 March 2003 respectively,
the Third Board of Appeal dismissed the appeals.

11. The Board of Appeal, in confirming the assessments of the examiner, in substance held that the marks
sought were descriptive of the goods and services still at issue (that is, for the mark DigiFilm, the goods and
services mentioned in paragraph 7 above and, for the mark DigiFilmMaker, the same goods and services and
also the goods mentioned at paragraph 4 above) (the goods and services at issue') and added that these marks
lacked, in the absence of any additional element or particularity, the minimum level of distinctiveness
required.

Forms of order sought by the parties

12. The applicant claims that the Court should:

- annul the contested decisions;

- order OHIM to pay the costs.

13. OHIM contends that the Court should:

- dismiss the application as unfounded;

- order the applicant to pay the costs.

Law

14. In each case the applicant relies in similar terms on two pleas in law, alleging infringement of Article
7(1)(c) of Regulation No 40/94 and Article 7(1)(b) of the same regulation.

The first plea in law, alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

15. The applicant disputes that the marks sought are descriptive of the goods and services at issue. The
applicant criticises the Board of Appeal for relying on extracts from internet sites without examining them in
detail and for concluding that the marks could not be registered even though they did not appear in the
dictionaries. Further, OHIM failed to have regard to the fact that it agreed to register signs similar to the
marks sought.

16. The applicant acknowledges that digi' is a frequent abbreviation of digital', that film' denotes, in many
European languages, both the roll and the work and that maker' denotes manufacturer' in the English language.
This does not mean, however, that the marks sought are descriptive. Indeed, from a technical perspective
digital film does not exist. The Board of Appeal accepted this, but concluded that the public would not reflect
on the details of the technical process, would call a succession of digital images a digital film and apply the
same reasoning, mutatis mutandis, in relation to recording apparatus, data carriers, and relevant manufacturing
services. This approach fails to take account of the fact that Article 7(1)(c) of Regulation No 40/94 requires
that an indication be capable of being a descriptive designation (indications which may serve'). Storage media
or data carriers, an apparatus for recording images or indeed a service for recording onto data carriers are not
capable of being described by the sign DigiFilmMaker or the sign DigiFilm. The Board of Appeal failed to
make the distinction between the indication, which cannot be registered, and the so-called suggestive' mark
which can itself be the subject of a registration.

17. It is, moreover, not correct to say that the public is not conscious of the differences between
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chemical photography and electronic photography. On the contrary, it would perceive the transposition of the
term film' to electronic photography as an unusual, fanciful transposition. The marks sought would benefit,
like the sign UltraPlus, the subject of the judgment of the Court in Case T360/00 Dart Industries v OHIM
(UltraPlus ) [2002] ECR II3867, from the evocation and not the designation. OHIM was therefore incorrect in
concluding that the combinations of the terms digi', film' and maker' in DigiFilm and DigiFilmMaker are not
unusual.

18. The extracts from the internet sites to which the examiner refers in his letters of 22 February and his
decisions of 4 June 2002 and on which the Board of Appeal relied cannot prove the contrary. In particular,
many instances of DigiFilm found on the internet had an unknown geographical origin or an origin outside the
Community or were imprecise or not relevant to the products to which they applied or identified DigiFilm as
a protected trade name.

19. Moreover, the marks sought are not in the dictionaries. This makes them capable of registration (Case
C-383/99 P Procter &amp; Gamble v OHIM [2001] ECR I6251, paragraphs 43 and 44).

20. In addition, the large number of signs comparable to the marks sought and admitted to registration by
OHIM proves that the applicant's position in relation to the absence of descriptive character of these marks is
well founded. OHIM itself confirmed the relevance, in the context of the examination envisaged by Article
7(1) of Regulation No 40/94, of its previous decisions.

21. OHIM denies having infringed Article 7(1)(c) of Regulation No 40/94.

Findings of the Court

22. Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' shall not be registered. Furthermore, Article 7(2) of Regulation No
40/94 provides that Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in
only part of the Community'.

23. According to the case-law Article 7(1)(c) of Regulation No 40/94 prevents the signs or indications to
which it refers from being reserved to a single enterprise by reason of their registration as a mark. This
provision also pursues an aim of general interest, which requires that such signs or marks can be freely used
by all (see, by analogy, Case C-363/99 Koninklijke KPN Nederland [2004] I-1619, Postkantoor '), paragraph
54, Case T-219/00 Ellos v OHIM (ELLOS ) [2002] ECR II753, paragraph 27, and Case T-348/02 Quick v
OHIM (Quick ) [2003] I5071, paragraph 27].

24. Furthermore, the signs referred to by Article 7(1)(c) of Regulation No 40/94 are signs regarded as
incapable of performing the essential function of a trade mark, namely that of identifying the commercial
origin of the goods or service, thus enabling the consumer who acquired the product or service to repeat the
experience, if it proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a
subsequent acquisition (ELLOS , paragraph 23 above, paragraph 28, and Quick , paragraph 23 above,
paragraph 28).

25. Moreover, for a mark which consists of a word produced by a combination of elements, such as the marks
sought, to be regarded as descriptive for the purpose of Article 7(1)(c) of Regulation No 40/94, it is not
sufficient that each of its components may be found to be descriptive. The word itself must be found to be so
(see, by analogy, Postkantoor , paragraph 23 above, paragraph 96).

26. In this regard, a mark consisting of a word composed of elements, each of which is descriptive of
characteristics of the goods or services in respect of which registration is sought, is itself
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descriptive of the characteristics of the goods and services for the purposes of Article 7(1)(c) of Regulation
No 40/94, unless there is a perceptible difference between the word and the mere sum of its parts: that
assumes either that, because of the unusual nature of the combination in relation to the goods or services, the
word creates an impression whi ch is sufficiently far removed from that produced by the mere combination of
meanings lent by the elements of which it is composed, with the result that the word is more than the sum of
its parts, or that the word has become part of everyday language and has acquired its own meaning, with the
result that it is now independent of its components. In the second case, it is necessary to ascertain whether a
word which has acquired its own meaning is not itself descriptive for the purpose of the same provision (see,
by analogy, Postkantoor , paragraph 23 above, paragraph 104).

27. The distinctiveness of a trade mark must be assessed, firstly, in relation to the goods or services in respect
of which registration of the sign is applied for (Case T-135/99 Taurus-Film v OHIM (Cine Action ) [2001]
ECR II-379, paragraph 25, and Case T-136/99 Taurus-Film v OHIM (Cine Comedy ) [2001] ECR II-397,
paragraph 25) and, secondly, in relation to the perception of the section of the public which is composed of
the consumers of those products or services (ELLOS , paragraph 23 above, paragraph 29, and Quick ,
paragraph 23 above, paragraph 29).

28. In this case, as stated correctly by the Board of Appeal (the DigiFilm decision, paragraph 27; the
DigiFilmMaker decision, paragraph 28) the goods and services at issue are directed not only at a specialist
public but also more widely at the public at large. In addition, the marks sought are made up of elements of
the English language. As a consequence, the relevant public is the average English-speaking consumer,
normally well informed and reasonably attentive.

29. In these circumstances it is necessary to decide, in the context of the application of the absolute grounds
for refusal in Article 7(1)(c) of Regulation No 40/94, whether there exists, for this public, a direct and
specific relationship between the signs DigiFilm and DigiFilmMaker and the goods and services at issue.

30. In this case the Board of Appeal correctly concluded that digi' is an abbreviation of the word digital',
which is commonly used, notably in the English language, to describe the digital technique, that film' is an
English word designating in this language, and in numerous others, both the roll and the finished work or its
making and, also, that the English word maker', associated like in this case with film', denotes the film-maker,
but also, in the alternative, the apparatus allowing films to be made (the DigiFilm decision, paragraphs 24 to
25; the DigiFilmMaker decision, paragraphs 24 to 26 and 36).

31. Moreover, and in conformity with the requirement mentioned at paragraphs 25 and 26 above, from an
assessment of the mark sought as a whole, the Board of Appeal concluded correctly that because of the use of
upper case the juxtapositions of the terms digi', film' and maker' in DigiFilm and DigiFilmMaker form
combinations clearly capable of being disassociated and it considered, also correctly, that these juxtapositions
are neither unusual nor striking nor contrary to the rules of grammar (the DigiFilm decision, paragraph 26; the
DigiFilmMaker decision, paragraph 27), and that they would be perceived by the relevant public, immediately
and without any particular effort of analysis, as referring to the recording, stocking and processing of digital
data, and images in particular, in addition to the supports and apparatus and software facilitating these
operations, as envisaged in the applicant's trade mark applications, and not as indications of commercial origin
(the DigiFilm decision, paragraphs 28 to 31; the DigiFilmMaker decision, paragraphs 29 to 32). As the Board
of Appeal states, the message expressed by the marks sought is clear, direct and immediate. They are not
vague in some way or other, do not lend themselves to different interpretations, are not imprecise or akin to a
suggestive' sign, and all the more so because the juxtaposition of their elements in a single word does not
change in any way either the pronunciation or the conceptual
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content but emphasises again the exact content of the message because of the use of upper case in the
composed word (the DigiFilm decision, paragraph 30; the DigiFilmMaker decision, paragraph 32).

32. Lastly, the Board of Appeal correctly held that, in the absence of any additional element whether graphic
or made up of some distinctive feature, the marks sought lacked any fanciful element and did not present the
minimum degree of distinctive character required, given that they are understood by the public merely as
indications of the type and quality of the goods and services covered and not as marks fulfilling the function
of indicating the commercial origin. This perception of the marks sought in a descriptive sense is not
prevented by the juxtaposition of the terms that make up the said marks, this technique being current and
usual in the areas of advertising and marketing (the DigiFilm decision, paragraphs 36 and 37; the
DigiFilmMaker decision, paragraphs 37 and 38).

33. The marks sought are not therefore more than the sum of their parts. Neither do they constitute
neologisms with their own meaning and therefore, being independent of their components, neologisms in
respect of which it is necessary to ascertain whether they are descriptive in regard to the goods and services
at issue, in conformity with the case-law cited at paragraph 26 above.

34. These conclusions are not called into question by the applicant's argument that the marks sought are
evocative of and not descriptive of the goods and services at issue. The fact, acknowledged by the Board of
Appeal (see the DigiFilm decision, paragraphs 32 and 33, and the DigiFilmMaker decision, paragraphs 34 and
35) that chemical photography is an analogue type of reproduction as a result of chemical modifications of a
film exposed to light, whereas digital photography does not use a film of this type, but is digital reproduction,
as a result of measuring, point by point, light and converting it into digital electrical signals, does not
necessarily mean that the marks sought are only evocative (or, to use the applicant's expression, suggestive')
with regard to the goods and services at issue. The Court considers, like the Board of Appeal, that the
relevant public, even where it might be aware of the details of these technical operations, would not pay
attention to them and would call a sequence of digital images a digital film. Accordingly, the applicant is
incorrect to attribute only an evocative character to the marks sought. In the context, the applicant cannot rely
on the UltraPlus judgment, paragraph 17 above, in which the Court held that the UltraPlus sign did not
designate a quality or characteristic of the products in question (ovenware) which the consumer is able to
understand directly but rather extolled, indirectly and in an abstract manner, the excellence of its products, and
was thus a case of evocation and not designation for the purposes of Article 7(1)(c) of Regulation No 40/94
(see paragraphs 25 and 27 of the judgment).

35. The applicant's argument that the internet references found by the examiner were irrelevant and that the
Board of Appeal referred to them without examining them in detail, is not sufficient to call into question the
conclusion that the marks sought are descriptive of the goods and services at issue. Examination of the signs
DigiFilm and DigiFilmMaker themselves suffices to conclude that they are, from the point of view of the
average English-speaking consumer, descriptive of the goods and services at issue, without the need to refer to
the numerous internet references found by the examiner (2 670 references to the term digifilm', and 53 500
references to the expression digital film'), which, moreover, only go to corroborate the analysis of the Board
of Appeal.

36. The argument that the marks sought do not feature in the dictionaries and ought to be registered in
accordance with the principles set out in Procter &amp; Gamble v OHIM , paragraph 19 above (paragraphs 43
and 44), must be rejected. In contrast to the word sign Baby-dry, which the Court of Justice held in that
judgment to constitute an unusual juxtaposition of the terms and to have, because of this fact, a distinctive
character, the signs DigiFilm and DigiFilmMaker result, as stated by the Board of Appeal, from juxtapositions
lacking any originality as descriptive terms
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and which would be perceived by the average English-speaking consumer as a designation of the goods and
services at issue or of their essential characteristics and not as an indication of commercial origin. The fact
that the marks sought are not cited in the dictionaries as such does not alter this conclusion in any way (see,
in this regard, Case T-19/99 DKV v OHIM (COMPANYLINE ) [2000] ECR II1, paragraph 26, and Case
T-345/99 Harbinger v OHIM (TRUSTEDLINK ) [2000] ECR II3525, paragraph 37).

37. Lastly, in relation to the argument of the applicant based on the fact that OHIM has already registered
numerous marks that were very close to the marks sought, it is appropriate to recall, as the applicant admitted
at the hearing, that decisions concerning registration of a sign as a Community trade mark which the Boards
of Appeal are called on to take under Regulation No 40/94 are adopted in the exercise of circumscribed
powers and are not a matter of discretion. Accordingly, the legality of the decisions of Boards of Appeal must
be assessed solely on the basis of that regulation, as interpreted by the Community judicature, and not on the
basis of a previous decision-making practice of those boards (Case T-106/00 Streamserve v OHIM
(STREAMSERVE ) [2002] ECR II723, paragraph 66 , Case T-122/01 Best Buy Concepts v OHIM (BEST
BUY ) [2003] ECR II2235, paragraph 41, Case T-127/02 Concept v OHIM (ECA ) [2004] ECR II-0000,
paragraph 71, and Case T-112/03 L'Oréal v OHIM - Revlon (FLEXI AIR ) [2005] ECR II-0000, paragraph
68).

38. It follows from the preceding considerations that the Board of Appeal did not infringe Article 7(1)(c) of
Regulation No 40/94 when it held that the word signs DigiFilm and DigiFilmMaker are descriptive of the
goods and services at issue and that they cannot, for this reason, be registered.

39. The first plea in law must therefore be rejected.

The second plea in law, alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

40. The applicant contends that the contested decisions are void because the Board of Appeal held that the
satisfaction of the conditions for application of Article 7(1)(c) of Regulation No 40/94 means, almost
automatically, that there is no distinctive character in the sense of Article 7(1)(b) of the same regulation. In
any event, contrary to the conclusions of the Board of Appeal, the marks sought are not descriptive, there
being no evidence of their supposed total lack of distinctive character.

41. OHIM denies having infringed Article 7(1)(b) of Regulation No 40/94.

Findings of the Court

42. As is clear from Article 7(1) of Regulation No 40/94, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal applies, in this case that
based on Article 7(1)(c) of that regulation (COMPANYLINE , paragraph 36 above, paragraph 30, and Case
T61/03 Irwin Industrial Tool v OHIM (QUICK-GRIP ) [2004] ECR II-0000, paragraph 35).

43. Moreover, although each of the absolute grounds for refusal listed in Article 7(1) of Regulation No 40/94
is independent of the others and calls for separate examination, there is a clear overlap between the scope of
each of the grounds for refusal set out in paragraphs (b), (c) and (d) of that provision respectively (see, by
analogy, Postkantoor , paragraph 23 above, paragraph 85).

44. In particular, a word mark which, as in this case, is descriptive of characteristics of goods or services for
the purposes of Article 7(1)(c) of Regulation No 40/94 is, on that account, necessarily devoid of distinctive
character with regard to the same goods or services for the purposes of Article 7(1)(b) of the Directive (see,
by analogy, Postkantoor , paragraph 23 above, paragraph 86).
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45. Having regard to these considerations, and given that the Board of Appeal correctly considered in the
contested decisions that Article 7(1)(c) of Regulation No 40/94 prevents the registration of the marks sought
in relation to the goods and services at issue, the second plea must be rejected as irrelevant.

46. Having regard to all of the preceding considerations, the action must be dismissed.

Costs

47. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay OHIM's costs in accordance with the form of order
sought by OHIM.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)November 2004.

Anne Geddes v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Word mark 'NURSERYROOM' - Absolute grounds for refusal - Article

7(1)(c) of Regulation (EC) No 40/94.
Case T-173/03.

In Case T-173/03,

Anne Geddes, residing at Auckland (New Zealand), represented by G. Farrington, Solicitor,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by E.
Dijkema and A. Folliard-Monguiral, acting as Agents,

defendant,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 13 February 2003 (Case R
839/20014) regarding an application for registration of the Community word mark NURSERYROOM',

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, N.J. Forwood and S. Papasavvas, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Court Registry on

19 May 2003,

having regard to the response lodged at the Court Registry on

8 August 2003,

further to the hearing on

22 September 2004,

gives the following

Judgment

Background to the dispute

1. On 21 September 2000, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM') pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the word sign NURSERYROOM'.

3. The products in respect of which registration of the trade mark was sought are in the following classes of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended:

- Class 16: books, stationery, cards';

- Class 18: diaper bags';

- Class 21: plates and cups';

© An extract from a JUSTIS database



62003A0173 European Court reports 2004 Page 00000 2

- Class 25: hats, booties, baby clothing, shoes, layettes';

- Class 28: plush toys, mobiles'.

4. By decision of 26 July 2001, the examiner, relying on Article 7(1)(b) and (c) of Regulation No 40/94,
rejected the application in accordance with Article 38 thereof, on the ground that the mark applied for is
descriptive of the intended purpose of the goods covered.

5. On 19 September 2001, the applicant filed a notice of appeal at OHIM against the examiner's decision.

6. By decision of 13 February 2003 (Case R 839/2001-4, hereinafter the contested decision'), the Fourth Board
of Appeal dismissed the appeal on the ground that the mark applied for is descriptive of the intended purpose
of the goods covered and the segment of population for which they are intended, contrary to Article 7(1)(c) of
Regulation No 40/94.

Forms of order sought

7. The applicant claims that the Court should:

- annul the contested decision;

- order the case to be remitted to the examiner.

8. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

Arguments of the parties

9. According to the applicant, the Board of Appeal infringed Article 7(1)(c) of Regulation 40/94 in holding
that the sign applied for designated the intended purpose of the goods covered, or, alternatively, that it
designated a characteristic of the goods, namely that they were for use in a nursery room.

10. A simple analysis of the words nursery' and room' making up the mark applied for shows that that mark,
considered in its entirety, contains no direct reference to the goods in question, does not connote their purpose
and does not necessarily mean that they are for use in a nursery room. The term nurseryroom' has no
unequivocal meaning. At most it might suggest that those goods were suitable for young children. The term is
clearly a suggestive term rather than a descriptive one. The mark applied for has a distinctive character
separate and apart from the nature of the goods.

11. The applicant takes the view that the Board of Appeal failed to take sufficient account of the issues raised
by her.

12. OHIM pleads that, in the ground of challenge set out in the preceding paragraph, the applicant is merely
putting in issue the Board of Appeal's assessment of the merits of the appeal before it. Should the Court
interpret it as a plea in law alleging infringement of Article 73 of Regulation No 40/94, OHIM submits that
the contested decision was properly reasoned.

13. OHIM takes the view that the applicant is mistaken in identifying in the contested decision two separate
reasons justifying the application of Article 7(1)(c) of Regulation No 40/94.

14. OHIM argues that the words comprising the sign NURSERYROOM' permit the relevant public to
perceive, without any further reflection, the intended purpose of those goods. The combination of those words
is frequently used to designate unequivocally a room for use by children. It is indisputable that some of the
goods in question are specifically intended for babies or young children
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and that, for the other goods, the applicant did not exclude that use. According to OHIM, there is nothing
arbitrary or inventive about the term nurseryroom'. Its structure follows the normal grammatical rules and the
mere coupling of the words is not sufficient to render the term non-descriptive. OHIM takes the view that the
implicit designation of the end users of the goods in question, namely babies and young children, is an
essential characteristic of the goods. That consideration explains why the goods, although of a different nature,
are sold in the same place. The term nurseryroom' therefore becomes crucial when deciding whether to
purchase the goods. At the hearing, OHIM submitted that the refusal to register the mark sought was all the
more justified since the Court, in its judgment of 12 February 2004 in Case C363/99 Koninklijke KPN
Nederland [2004] ECR I0000 (not yet published in the ECR), paragraph 102, held that it did not matter that
the characteristic described by the mark is commercially essential.

15. OHIM submits that the applicant's second head of claim is inadmissible because it is not for the Court of
First Instance to issue it with directions.

Findings of the Court

16. Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered.

17. A trade mark's distinctiveness must be assessed, first, by reference to the goods and services for which
registration is sought and, second, by reference to the relevant public's perception.

18. In this case, the Board of Appeal did not expressly define the relevant public in the contested decision.
However, the mark sought is made up of English words, examined in that language by the Board of Appeal,
and in the absence of any other suggestion by the applicant in that regard, it must be held that the Board of
Appeal impliedly but certainly found the relevant public to be average Englishspeaking consumers.

19. According to the Court's judgment of 23 October 2003 in Case C191/01 P OHIM v Wrigley [2003] ECR
I-0000 (not yet published in the ECR), a word sign must be refused registration, under Article 7(1)(c) of
Regulation No 40/94, if at least one of its possible meanings designates a characteristic of the goods or
services concerned (paragraph 32).

20. It must therefore be determined whether there is, for the relevant public, a direct and specific relationship
between the word sign in question and the products covered (see, most recently, the judgment of 20 July 2004
in Case T311/02 Lissotschenko and Hentze v OHIM (LIMO ) [2004] ECR II0000, not yet published in the
ECR, paragraph 30, and the caselaw cited therein).

21. It is not disputed that the words nursery room' designate a place for use by babies or young children. It
must be held, moreover, that the sign in question, in coupling those two words in the grammatically correct
order in English, does not create an impression sufficiently removed from that produced by the mere
juxtaposition of the words to change their meaning or scope (see, by analogy, Koninklijke KPN Nederland ,
cited in paragraph 14 above, paragraphs 98 and 99).

22. Of the goods covered, some are exclusively for babies or young children. Thus it is for diaper bags,
booties, baby clothing, layettes and soft toys. As regards the other goods, namely books, stationery, cards,
plates, cups, hats, shoes and mobiles, all those categories of goods include those which, because of their
shape, their size, or their look, are specifically intended for use by babies or young children.

23. Admittedly, the immediate meaning of the sign in question designates a place in which that category of
persons may be. However, that meaning must be analysed in relation to the goods covered
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in the trade mark application (see paragraph 17 above). In that perspective, the word sign in question is
perfectly appropriate to designate goods capable of being used in a nursery and, therefore, for use by babies
or young children. Since the goods in question are all capable of being intended, exclusively or potentially,
for those users, the relevant public will easily establish a direct and specific link between the sign and the
goods in question. The fact, relied upon by the applicant, that the goods covered can obviously be used
outside a nursery does not undermine that conclusion, since, for the average consumer, that possibility does
not affect his understanding of the intended purpose of the goods in question.

24. It must also be said that the applicant's arguments, that the Board of Appeal failed to take sufficient
account of the issues raised by her' and that there are two different reasons in the contested decision, are not
specifically evidenced either in law or in fact. They cannot, therefore, be regarded as independent grounds of
appeal and therefore cannot change that conclusion.

25. It follows from the foregoing that the Board of Appeal correctly held that the sign in question is
descriptive of the intended purpose of the goods, and, by extension, of the category of end users, namely
babies and young children (paragraph 10 of the contested decision).

26. Consequently, the applicant's single plea in law alleging infringement of Article 7(1)(c) of Regulation No
40/94 must be rejected.

27. Accordingly, the applicant's claim for an order that the case be remitted to the examiner must also be
rejected.

28. The action must therefore be dismissed in its entirety.

Costs

29. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has asked for costs, the applicant must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. Sergio Rossi SpA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - National and international word marks MISS ROSSI - Application for a
Community word mark SISSI ROSSI - Similarity of the goods - Similarity of the marks - Article

8(1)(b) of Regulation (EC) No 40/94. Case T-169/03.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Ampafrance SA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for a Community figurative mark containing the word element

"monBeBé"- Earlier word marks bebe - Relative grounds for refusal - Likelihood of confusion - Article
8(1)(b) and (5) of Regulation (EC) No 40/94. Case T-164/03.

In Case T-164/03,

Ampafrance SA, established in Cholet (France), represented by C. Bercial Arias, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Rassat and A. Folliard-Monguiral, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Johnson &amp; Johnson GmbH, established in Düsseldorf (Germany), represented by D. von Schultz, lawyer,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 4 March 2003 (Case R 220/2002-1) relating to opposition
proceedings between Ampafrance SA and Johnson &amp; Johnson GmbH,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Court Registry on 8 May 2003,

having regard to OHIM's response lodged at the Court Registry on 31 October 2003,

having regard to the response of the intervener lodged at the Court Registry on 31 October 2003,

further to the hearing on 2 December 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs incurred by the Office for Harmonisation in the Internal Market
(Trade Marks and Designs);

3. Orders the intervener to bear its own costs.

Background to the dispute
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1. On 13 June 1996, Ampafrance SA filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM') under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark for which registration has been sought is the figurative sign reproduced below (the
monBeBé trade mark'):

>image>1

>image>2

3. The goods in respect of which registration of the mark was sought fall within Classes 3, 5, 8, 10, 11, 12,
16, 18, 20, 21, 22, 24, 25 and 28 under the Nice Agreement concerning the International Classification of
Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended.

4. The application was published in Community Trade Marks Bulletin No 8/99 of 8 February 1999.

5. On 29 March 1999, Johnson &amp; Johnson GmbH filed a notice of opposition, under Article 42 of
Regulation No 40/94, against registration of that Community trade mark. The opposition was based on the
word mark bebe, which has been the subject of the following registrations:

- German trade mark registration No 1 168 346 of 22 November 1990 for the following goods: skin and body
care preparations, including preparations for protecting and cleansing the skin, in particular skin creams, skin
lotions, body milk, cleansing tonic, moisturisers, suntan preparations, bath additives, bath gels, oils for the
skin, shampoo, lip care preparations; soaps, cleansing preparations; cosmetic cleansing wipes; deodorants; teeth
cleaning products, face powder, make-up removers, nail care preparations including nail varnish and varnish
removers', falling within Class 3; the fact that the trade mark has a reputation, within the meaning of Article
8(5) of Regulation No 40/94, and is well known, within the meaning of Article 8(2)(c) of that regulation,
within Germany was relied upon in support of the opposition;

- international registration IR 571 254 of 19 December 1990, which has effect in Italy, Austria and the
Benelux countries in particular, for the same Class 3 goods as those listed above, and in respect of the
following goods:

- Class 16: Napkins and wipes of paper for cosmetic purposes';

- Class 24: Napkins and wipes of textile for cosmetic purposes'.

6. The opposition was based on all the goods covered by the earlier marks and was filed against some of the
goods listed in the Community trade mark application, namely the following:

- Class 3: Soaps, cleansing preparations, skin care preparations, cosmetic preparations, shampoos, talcum
powder, toilet water, dentifrices, bath preparations, cotton wool buds';

- Class 5: Sanitary preparations, dietetic preparations, dietetic foods, absorbent cotton, babies' napkins of
absorbent cotton';

- Class 10: Feeding bottles, teats, dummies for babies; medical apparatus, pharmaceutical cases';

- Class 16: Paper and articles of paper, babies' napkins of cellulose'.

7. The grounds relied on in support of the opposition were those set out in Article 8(1)(b), (2)(c) and (5) of
Regulation No 40/94.

8. During the opposition proceedings, on 21 February 2000, the applicant restricted the number of goods listed
in its application for registration by withdrawing the Class 16 goods.
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9. By decision of 27 February 2002, the Opposition Division rejected the opposition. It found essentially that
that there was no likelihood of confusion between the trade marks concerned within the meaning of Article
8(1)(b) of Regulation No 40/94. As there was no similarity between the signs, the Opposition Division also
rejected the opposition based on Article 8(2)(c) of Regulation No 40/94. Since the signs were different and
the intervener had not furnished sufficient evidence that its German trade mark enjoyed a reputation, the
opposition based on Article 8(5) of Regulation No 40/94 was also rejected.

10. On 12 March 2002, the intervener filed notice of appeal at OHIM, pursuant to Articles 57 to 62 of
Regulation No 40/94, against the decision of the Opposition Division.

11. By decision of 4 March 2003 (the contested decision'), the First Board of Appeal upheld the appeal in
part. It held essentially that, particularly in view of the identity or similarity of the goods in Classes 3 and 5,
similarities between the signs in issue and the reputation of the earlier marks for body care preparations, it
was plausible that there was a likelihood of confusion on the part of the relevant consumer. The decision of
the Opposition Division was therefore annulled in so far as it had rejected the opposition based on Article
8(1) of Regulation No 40/94, in respect of the following goods listed in the application: Soaps, cleansing
preparations, skin care preparations, cosmetic preparations, shampoos, talcum powder, toilet water, dentifrices,
bath preparations, cotton wool buds' falling within Class 3 and Sanitary preparations, absorbent cotton, babies'
napkins of absorbent cotton' falling within Class 5.

12. As regards goods considered not to be similar, namely dietetic preparations and dietetic foods (Class 5)
and feeding bottles, teats, dummies for babies, medical apparatus and pharmaceutical cases (Class 10), the
Board of Appeal found that the conditions required for Article 8(5) of Regulation No 40/94 to apply were not
met and the appeal was therefore dismissed on that point. Moreover, having allowed the opposition based on
Article 8(1)(b) of Regulation No 40/94 as regards cosmetic preparations, preparations for medical purposes,
namely preparations for treatment of the skin' in Class 3, the Board of Appeal did not adjudicate on the
opposition based on Article 8(2)(c) of Regulation No 40/94.

Forms of order sought

13. The applicant claims that the Court of First Instance should:

- annul or alter the contested decision in so far as it is unfavourable to it;

- grant the application for the Community trade mark monBeBé in its entirety;

- order OHIM to pay the costs relating to the opposition proceedings and appeal proceedings before the Board
of Appeal and the Court of First Instance.

14. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

15. The intervener contends that the Court should dismiss the application.

The issues

16. In a letter dated 25 November 2004, the applicant informed the Court that it had restricted its application
for registration in respect of goods in Classes 3, 5 and 10 to goods intended for babies and young children.

17. It should be noted in this regard that, under Article 44(1) of Regulation No 40/94, the applicant may at
any time withdraw his Community trade mark application or restrict the list of goods or
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services contained therein. The list of goods or services specified in a Community trade mark application may
be restricted only in accordance with certain detailed rules, on an application for amendment of the application
filed, in accordance with Article 44 of Regulation No 40/94 and Rule 13 of Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1) (Case T194/01
Unilever v OHIM (Ovoid tablet ) [2003] ECR II-383, paragraph 13, and Case T286/02 Oriental Kitchen v
OHIM - Mou Dybfrost (KIAP MOU) [2003] ECR II0000, paragraph 30).

18. In the present case, the applicant applied to restrict the list of goods only a few days before the hearing.
Furthermore, at the hearing OHIM stated that it learned of that application only through the Court, because
the applicant's formal application for restriction had not yet been added to the relevant administrative file.

19. It should also be noted that, for the purposes of applying Article 8(1)(b) of Regulation No 40/94, the
likelihood of confusion must be assessed in relation to all the goods specified in the trade mark application
(KIAP MOU , cited above, paragraph 30).

20. In this case, by the present application the applicant is not seeking to withdraw from the list one or more
goods in respect of which similarity has been established, but to alter the intended purposes of all the goods
claimed. It is possible that the alteration of the intended purposes of the goods might have an effect on the
comparison of the goods made by OHIM when considering the likelihood of confusion and on the
administrative procedure before OHIM.

21. In those circumstances, to allow such alteration of the intended purposes of the goods at this stage would
be tantamount to changing the subject-matter of the dispute pending before the Court. Under Article 135(4) of
the Rules of Procedure of the Court of First Instance, the parties' pleadings may not change the subject-matter
of the proceedings before the Board of Appeal. The task of the Court of First Instance in the present
proceedings is to review the legality of the decisions of the Boards of Appeal. An alteration to the list of
goods specified would necessarily alter the subject-matter of the opposition and hence the scope of the dispute
in a manner contrary to the Rules of Procedure.

22. In the light of the foregoing considerations, the alteration of the intended purposes of the goods listed in
the initial trade mark application will not be taken into account in these proceedings. Accordingly, these
proceedings relate to the position as the Board of Appeal considered it.

Admissibility of the applicant's second and third heads of claim

23. By its second head of claim, the applicant is essentially asking the Court to order OHIM to register the
mark claimed. According to OHIM that application is inadmissible.

24. It is appropriate to recall in that regard that, under Article 63(6) of Regulation No 40/94, OHIM is
required to take the measures necessary to comply with judgments of the Community Courts. Accordingly, it
is not for the Court of First Instance to issue directions to OHIM. It is for the latter to draw the appropriate
inferences from the operative part and grounds of the Court's judgments (Case T331/99 Mitsubishi HiTec
Paper Bielefeld v OHIM (Giroform) [2001] ECR II433, paragraph 33; Case T-34/00 Eurocool Logistik v
OHIM (EUROCOOL) [2002] ECR II-683, paragraph 12; and Case T-129/01 Alejandro v OHIM -
Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 22).

25. The applicant's second head of claim is therefore inadmissible.

26. By its third head of claim, the applicant is claiming that OHIM should be ordered to pay the costs
relating to the opposition and appeal proceedings before the Board of Appeal and the Court of First Instance.
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27. It should be observed that, under Article 136(2) of the Rules of Procedure, costs necessarily incurred by
the parties for the purposes of the proceedings before the Board of Appeal and costs incurred for the purposes
of the production, prescribed by the second subparagraph of Article 131(4), of translations of pleadings or
other documents into the language of the case are to be regarded as recoverable costs'. The costs incurred for
the purposes of the opposition proceedings cannot therefore be regarded as recoverable costs.

28. The applicant's third head of claim regarding costs must therefore be rejected as inadmissible in so far as
it relates to costs incurred for the purposes of the opposition proceedings.

Admissibility of evidence adduced for the first time before the Court of First Instance

29. The intervener annexed to its response of 31 October 2003 evidence which had not been submitted to the
Board of Appeal, namely photographs taken on 4 and 6 October 2003, advertisements and a list of goods with
the bebe mark. Those documents, produced for the first time before the Court, cannot for that reason be taken
into consideration. The purpose of actions before the Court of First Instance is to review the legality of
decisions of the Boards of Appeal of OHIM for the purposes of Article 63 of Regulation No 40/94, so it is
not the Court's function to review the facts in the light of documents produced for the first time before it.
Accordingly, the abovementioned documents must be excluded, without it being necessary to assess their
probative value (Case T-10/03 Koubi v OHIM - Flabesa (CONFORFLEX) [2004] ECR II-0000, paragraph
52; Case T399/02 Eurocermex v OHIM (Shape of a beer bottle ) [2004] ECR II-0000, paragraph 52; and
Case T396/02 Storck v OHIM (Shape of a sweet ) [2004] ECR II-0000, paragraph 24).

Substance

30. The applicant puts forward a single plea alleging infringement of Article 8(1)(b) of Regulation No 40/94.

Arguments of the parties

31. The applicant challenges the finding of the Board of Appeal that there is a likelihood of confusion
between the bebe and monBeBé marks.

32. First of all, the applicant challenges the Board of Appeal's finding that there is a similarity between
babies' napkins of absorbent cotton', designated by the trade mark claimed, and the Class 3 goods covered by
the earlier marks, which are skin care and body care preparations, cosmetic preparations'. They are not goods
of the same nature or composition. Moreover, babies' napkins do not meet an aesthetic need but a purely
practical need, since their purpose is to keep babies' clothes dry.

33. Secondly, in the applicant's view, the degree of similarity between the signs in question is not sufficiently
high to consider that there is a likelihood of confusion between the two. That is because of visual and
phonetic differences and also because the word bebe', being descriptive, is not very distinctive.

34. In the applicant's submission, the visual features of the word element monBeBé', together with the oval
frame surrounding it, produce an overall impression that is completely different from that produced by the
earlier marks. Consumers may notice that the letters of the trade mark applied for are thick, very rounded and
close together, with a sort of accent placed in an unusual way on the final e'. It should also be noted that the
two letters b' are upper case, which is unusual for letters that are not the first letters of the word.

35. Furthermore, it is unrealistic to contend that, in view of the assumed recognition of the word mon', a
German consumer would attach greater significance to the second element BeBé' than to the first element of
the word sign, as asserted by the Board of Appeal. The applicant submits that the word is read from left to
right and that consumers normally pay more attention to the first

© An extract from a JUSTIS database



62003A0164 European Court reports 2005 Page 00000 6

element of a word sign than to its last element.

36. Phonetically, too, the applicant maintains that a word of two syllables is not pronounced in the same way
as a word of three syllables. According to the applicant, the pronunciation of the word mon' produces a
specific sound which is not the same as that produced by the earlier marks.

37. As regards the conceptual point of view, the applicant mentions the descriptive nature of the word bebe',
in the case of the intervener's goods, which enable their users to keep their skin like a baby's. In those
circumstances, the word bebe' should remain available to all.

38. Thirdly, the applicant challenges the reputation of the trade mark bebe in Germany. Since the bebe mark
is constituted by a word that is understood by all European Union consumers, including German consumers, it
does not have a high degree of inherent distinctiveness in Germany. The applicant challenges the evidence
adduced in respect of recognition of the bebe marks among the relevant sections of the public. The applicant
also points out that the Board of Appeal was incorrect in mentioning, in paragraph 40 of the contested
decision, the existence of a reputation in German-speaking countries'. The intervener has never claimed such a
reputation in those countries since in its notice of opposition it had expressly limited the question of
reputation to Germany.

39. OHIM contends that the Board of Appeal did not infringe Article 8(1)(b) of Regulation No 40/94.

40. As regards the highly distinctive character of the earlier trade marks, OHIM points out that the German
mark bebe was registered after it had been proved that it had acquired distinctiveness through use
(durchgesetztes Zeichen) and that no objection had been raised in Austria to registration of the international
trade mark.

41. According to OHIM, the applicant is wrong to challenge the contested decision in so far as it held that
the bebe trade mark had acquired through use a highly distinctive character on the German market by 13 June
1996, the date on which the application for a Community trade mark was filed.

42. As regards Austria, OHIM contends essentially that the highly distinctive character of the intervener's trade
mark in that country cannot be taken into account, since the intervener did not rely on this either in its notice
of opposition or in the particulars of the facts, evidence and arguments presented in support of the opposition
within the time-limit specified pursuant to Rule 20(2) of Regulation No 2868/95 (see, to that effect, Case
T-232/00 Chef Revival USA v OHIM - Massagué Marín (Chef) [2002] ECR II-2749, paragraphs 34 and
35). To accept the contrary would be liable to render meaningless the time-limits set by OHIM, to prolong
proceedings excessively and even to encourage delaying tactics.

43. The intervener maintains that, on account of the similarity of the goods and signs in question, there is a
likelihood of confusion between the bebe and monBeBé signs within the meaning of Article 8(1)(b) of
Regulation No 40/94.

44. The intervener states that the bebe trade mark has been able to claim a significant reputation among the
relevant sections of the public in Germany since 1995. That fact should be regarded as decisive in assessing
the similarity of the signs in question. Given the reputation acquired by the significant and long-standing use
of the bebe trade mark, it is irrelevant whether the word bebe' as such is or is not distinctive because of the
suggestive' nature alleged by the Board of Appeal.

Findings of the Court

45. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the mark applied for is not to be registered if because of its identity with
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or similarity to the earlier trade mark and the identity or similarity of the goods or services covered by the
trade marks there exists a likelihood of confusion on the part of the public in the territory in which the earlier
trade mark is protected. The likelihood of confusion includes the likelihood of association with the earlier
trade mark. Article 8(2)(a)(ii) and (iii) of Regulation No 40/94 provides that an earlier trade mark is a trade
mark registered in a Member State with a date of application for registration which is earlier than the date of
application for registration of the Community trade mark, and trade marks registered under international
arrangements which have effect in a Member State.

46. According to settled case-law, there is a likelihood of confusion if the public might think that the goods
or services at issue come from the same undertaking or, as the case may be, economically linked
undertakings.

47. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception that the relevant public has of the signs and the goods or services at issue, and taking into
account all factors relevant to the circumstances of the case, in particular the interdependence between the
similarity of the signs and the similarity of the goods or services designated (see Case T-162/01 Laboratorios
RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31
to 33, and the case-law cited).

48. In the present case, the earlier bebe trade marks are registered, first, as an international trade mark, having
effect, in particular, in Austria, Italy and the Benelux countries at the time when the application for a
Community trade mark was filed and, second, as a national trade mark in Germany. As the opposition is
based on the latter mark and on the international registration having effect in Austria, the relevant territory for
the purpose of assessing the likelihood of confusion is Germany and Austria, in particular.

49. Since the goods in question are everyday consumer goods, the target public is the average consumer, who
is deemed to be reasonably well informed and reasonably observant and circumspect.

50. In the light of the above considerations, it is appropriate, first, to make a comparison of the goods
concerned, second, to compare the opposing signs and, third, to consider the allegedly highly distinctive
character of the earlier marks, in order to determine whether registration of the sign monBeBé is liable to give
rise to a likelihood of confusion with the earlier bebe trade marks.

Comparison of the goods

51. In this regard, the applicant is challenging only the Board of Appeal's finding that there is a similarity
between babies' napkins of absorbent cotton falling within Class 5 for which the monBeBé trade mark is
sought, and Class 3 goods covered by the earlier trade marks consisting of skin and body care preparations
and cosmetic preparations.

52. According to settled case-law, in assessing the similarity of the goods concerned, all the relevant factors
relating to those goods should be taken into account. Those factors include inter alia their nature, their
intended purpose and their method of use and whether they are in competition with each other or are
complementary (Case C-39/97 Canon [1998] ECR I-5507, paragraph 23; Case T85/02 Díaz v OHIM -
Granjas Castello (CASTILLO) [2003] ECR II-0000, paragraph 32).

53. It should be pointed out that napkins, whether intended for babies or incontinent adults, and cosmetic
preparations are sold at the same points of sale. Moreover, the latter goods, when intended for washing and
cleaning young children, are used in a way closely associated with the former goods. Napkins are therefore
hygiene products which are normally used at the same time as skin care preparations and are complementary
to them. Therefore, the napkins of absorbent cotton covered by the trade
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mark claimed, and the preparations for skin and body care and cosmetic preparations covered by the earlier
trade marks can be regarded as similar goods.

54. Therefore the Board of Appeal did not make an error in comparing the goods at issue.

Comparison of the signs

55. It is clear from settled case-law that the global assessment of the likelihood of confusion must, as far as
concerns the visual, phonetic or conceptual similarity of the signs at issue, be based on the overall impression
given by the signs, bearing in mind, inter alia, their distinctive and dominant components (see Case T292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335,
paragraph 47, and the case-law cited).

56. The Board of Appeal found that from the visual standpoint a comparison of the earlier word mark with
the word element of the trade mark claimed revealed a certain visual similarity. The difference resulting from
the addition of the word mon' in the trade mark claimed was not regarded as being sufficiently great to
neutralise completely the similarity created by the fact that its essential part, namely the word bebe', is
identical to the word constituting the earlier trade marks.

57. It should be pointed out that the earlier trade marks are constituted solely by the word bebe', written in
lower case.

58. The trade mark claimed comprises the word element monBeBé', with alternating upper- and lower-case
letters, all within a black oval frame. It can be divided into two elements mon' and BeBé'.

59. The figurative elements of the trade mark monBeBé applied for, namely the way in which monbebé' is
written and the oval frame surrounding the word, are not sufficiently significant to make any more striking
impression on the consumer than its word element. In addition, the accent on the final e' of the sign monBeBé
is hardly perceptible and the use of upper case for the letters b' does not create a marked difference in
comparison with the letters on either side of them, contrary to the applicant's contention. However, the use of
upper-case letters draws attention to th e second element BeBé', so that this may be considered to be the
dominant element of the sign monBeBé.

60. Since the earlier trade mark bebe is entirely included in the trade mark claimed, monBeBé, the difference
consisting in the addition of the word element mon' at the beginning of the trade mark claimed is not
sufficiently great to cancel out the similarity arising from the fact that the essential part of the trade mark
claimed, namely the word bebe', is the same (see, to that effect, CONFORFLEX , cited above, paragraph 46).

61. Consequently, the Board of Appeal did not err in finding there to be a visual similarity between the signs.

62. As regards comparison of the phonetic aspect of the opposing signs, the Board of Appeal found there was
some phonetic similarity between them.

63. It should be pointed out that, given the presence of the element bebe' in the earlier trade marks and in the
trade mark claimed, the opposing signs have some phonetic similarity. However, the addition of the word
mon' to the word bebe' in the mark claimed gives rise in the context of a global assessment to a dissimilarity
between the signs in question (see, to that effect, CONFORFLEX , cited above, paragraph 47). The difference
noted does not call into question the existence of a phonetic similarity, since it does not relate to the
dominant component of the mark claimed.

64. The Board of Appeal did not therefore err in considering there to be some similarity between the signs in
question from the phonetic standpoint.

65. As to conceptual similarity, the Board of Appeal found that, since the relevant public in Germany
understood the meaning of both the word bebe' and the word mon', the signs in question
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were similar inasmuch as they had the word bebe' in common.

66. It should be pointed out that, contrary to the intervener's contention, the German-speaking public has no
difficulty in understanding the word bebe' as meaning baby'.

67. As to whether the public makes a conceptual link between the words bebe' and monbebé', it is not
impossible that German-speaking consumers understand that the word mon' means mein' (my' in German).
Indeed, German-speakers are familiar with certain French expressions, such as mon chéri' or mon amour',
designating certain goods marketed in Germany. Therefore, if the relevant public understands the meaning of
the word mon', there is no real conceptual difference between the opposing signs. The addition of a possessive
pronoun does not significantly alter the conceptual content of the sign, which refers to a baby. Even if the
relevant public did not perceive the meaning of the French word mon', it would recognise the French word
bébé' and the presence of the word mon' does not alter the conceptual content attributed to that sign by the
public.

68. In those circumstances, the Board of Appeal was right to find that there was a conceptual similarity
between the opposing signs.

69. Consequently, there is a visual and conceptual similarity and some phonetic similarity between those signs.
As part of the global assessment of the likelihood of confusion, it is also appropriate to consider whether the
earlier trade marks have a highly distinctive character.

The highly distinctive character of the earlier trade marks

70. It is settled case-law that the more distinctive the earlier mark, the greater will be the likelihood of
confusion (see, by analogy, Case C251/95 SABEL [1997] ECR I6191, paragraph 24). Marks with a highly
distinctive character, either per se or because of the recognition they possess on the market, thus enjoy
broader protection than marks with a less distinctive character (see, by analogy, Canon , cited above,
paragraph 18, and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 20).

71. In determining the distinctive character of a mark and, accordingly, in assessing whether it is highly
distinctive, an overall assessment must be made of the greater or lesser capacity of the mark to identify the
goods or services for which it has been registered as coming from a particular undertaking, and thus to
distinguish those goods or services from those of other undertakings (see, by analogy, Joined Cases C-108/97
and C109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 49, and Lloyd Schuhfabrik Meyer , cited
above, paragraph 22).

72. In making that assessment, account should be taken, in particular, of the inherent characteristics of the
trade mark, including whether it does or does not contain an element descriptive of the goods or services for
which it has been registered; the market share held by the mark; how intensive, geographically widespread and
long-standing use of the mark has been; the amount invested by the undertaking in promoting the mark; the
proportion of the relevant sections of the public which, because of the mark, identifies the goods or services
as originating from a particular undertaking; and statements from chambers of commerce and industry or other
trade and professional associations (see, by analogy, Windsurfing Chiemsee , cited above, paragraph 51, and
Lloyd Schuhfabrik Meyer , cited above, paragraph 23).

73. The distinctive character of the earlier mark, and in particular its reputation, is therefore one factor which
must be taken into account when determining whether the similarity between the signs or between the goods
and services is sufficient to give rise to a likelihood of confusion (see, to that effect, Canon , cited above,
paragraph 24; Case T311/01 Editions Albert René v OHIM - Trucco (Starix) [2003] ECR II-4625,
paragraph 61; and Case T-66/03 Drie Mollen sinds 1818' v OHIM - Manuel Nabeiro Silveira (Galaxia)
[2004] ECR II-0000, paragraph 30).
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74. In the present case, the applicant contends that the mark bebe is not inherently highly distinctive.
However, at no time has the intervener or OHIM contended that the mark bebe is inherently highly distinctive
and it was because it was known on the market that it was considered to have a high degree of distinctive
character.

75. It is therefore appropriate to consider whether the intervener adduced sufficient facts and evidence before
OHIM to establish that its trade mark was actually known in Germany at the date on which application for
the trade mark claimed was filed, namely 13 June 1996.

76. The intervener lodged with OHIM a number of documents in support of the existence of its earlier marks'
reputation. The Board of Appeal acknowledged the existence of such a reputation on the basis of the survey
carried out in 1995 by IMAS International GmbH (Muller, Schupfuer &amp; Gauger) (the IMAS survey') and
the statutory declaration of the intervener's Marketing Director, Mr O. Albers. According to the applicant, that
evidence does not establish that the trade mark bebe had a reputation in Germany as at 13 June 1996.

77. OHIM and the intervener submit that the IMAS survey is sufficient in itself to establish the high degree
of distinctiveness of the trade mark bebe on the German market, although, according to the applicant, the
survey only gives very rough percentages.

78. The documents in the case show that the IMAS survey was carried out in the months of October and
November 1995. According to the document containing the survey, its purpose was to assess the rating of the
trade mark bebe among the German population. In all, 2 017 people over the age of 16 were questioned
orally. The results were set out in the form of percentages by reference to four different criteria: the total
number of people questioned, gender, age (16 to 29, 30 to 49, over 50) and where they lived.

79. It should be pointed out that the applicant is wrong in asserting that no information is given about the
composition of the group of people questioned. As has been stated, they were people aged 16 and over, men
and women, divided into three separate age brackets, and living in almost all of the different Länder.
Although the breakdown into those different categories is not given, there is nothing to show that those
categories are not representative of the opinion of the average German consumer. Moreover, in the present
case, a group of 2 017 people questioned should be regarded as being large enough to be representative.

80. Nor is it a matter of very rough percentages' as the applicant claims, since the results show, as OHIM
contends, that the trade mark bebe does indeed have a high degree of distinctive character. The results of the
survey show that the trade mark bebe was recognised by a significant section of the public on the German
market before the application for a Community trade mark was filed. According to Tables I and III of the
survey, 64% of the people questioned recognised, that is to say, had already read or heard, the word bebe' in
relation to body and face care preparations. Among women, 80% recognised the word. According to Tables II
and IV, 66% of people who recognised the word (68% of women) thought that the term was used by a single
manufacturer.

81. As regards the wording of the questions, which the applicant claims was not unbiased, it should be
pointed out that, although the questions mentioned the word bebe', there is no reason to challenge the
objective nature of the survey.

82. As regards the applicant's argument that the finding of the Board of Appeal that 66% of the population
thought that the designation bebe [was] used by only one special producer' is incorrect, suffice it to say, as
the Board of Appeal itself found, that 64% of the population recognised the word bebe' and that the 66%
could therefore relate only to the section of the population who recognised the word. Despite the ambiguity of
the wording used by the Board of Appeal, the latter did not therefore err in that regard.
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83. The IMAS survey is therefore sufficient to show that the trade mark bebe had a high degree of distinctive
character on account of its reputation in Germany at the time the trade mark application was filed.

84. There is therefore no need to consider the other evidence which the intervener submitted, either to the
Opposition Division or to the Board of Appeal, but which the Board of Appeal did not take into account, in
breach of its obligations under Article 61(1) and Article 62(1) of Regulation No 40/94 (Case T-308/01 Henkel
v OHIM - LHS (UK) (KLEENCARE) [2003] ECR II-3253). There is therefore no need to annul the
contested decision in that regard, given that it recognised the highly distinctive character of the German trade
mark bebe.

85. Nor is there any need to consider whether the Board of Appeal erred in finding that the earlier trade mark
had some reputation in Austria, since it is sufficient that there is a likelihood of confusion for one of the
earlier marks.

86. Given the similarity of the goods in question, a certain degree of similarity between the opposing signs
and the high degree of acquired distinctiveness of the earlier trade mark bebe, it must be stated that there is a
likelihood of confusion in Germany at least.

87. Consequently, the applicant's single plea must be rejected and the application as a whole dismissed.

Costs

88. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs as applied for by OHIM. As the intervener has not applied for costs, it must
bear its own costs.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2005. Biofarma SA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Earlier national word mark ARTEX - Application for Community word mark
ALREX - Relative ground for refusal - Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No

40/94. Case T-154/03.

In Case T-154/03,

Biofarma SA, established in Neuilly-sur-Seine (France), represented by V. Gil Vega, A. Ruiz Lopez and D.
Gonzalez Maroto, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by W.
Verburg and A. Folliard-Monguiral, acting as Agents,

defendant,

the other party to the proceedings before the OHIM Board of Appeal, intervener before the Court of First
Instance, being

Bausch &amp; Lomb Pharmaceuticals, Inc., established in Tampa, Florida (United States), represented by S.
Klos, lawyer,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 5 February 2003 (Case R
370/20023), concerning opposition proceedings between Biofarma SA and Bausch &amp; Lomb
Pharmaceuticals, Inc.,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (First Chamber),

composed of J.D. Cooke, President, R. García-Valdecasas and V. Trstenjak, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 2 May 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 18 December 2003,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 29
December 2003,

having regard to the reply lodged at the Registry of the Court of First Instance on 27 April 2004,

further to the hearing on 4 May 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal

© An extract from a JUSTIS database



62003A0154 European Court reports 2005 Page 00000 2

Market (Trade Marks and Designs) (OHIM) of 5 February 2003 (Case R 370/2002-3);

2. Orders OHIM to bear its own costs and to pay those incurred by the applicant;

3. Orders the intervener to bear its own costs.

Background to the dispute

1. On 6 April 1998, Bausch &amp; Lomb Pharmaceuticals, Inc. (the intervener') filed an application for a
Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM), pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1), as amended.

2. The trade mark for which registration was sought is the word mark ALREX.

3. The goods in respect of which registration of the trade mark was sought are in Class 5 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
Ophthalmic pharmaceutical preparations, namely eye drops, solutions, gels and ointments used for the
treatment of eye infection and inflammation'.

4. On 12 July 1999, Biofarma SA (the applicant') already the proprietor of the word marks ARTEX
registered in France, the Benelux countries and in Portugal, in respect of goods belonging to Class 5
(Pharmaceutical speciality used in the cardiovascular field; pharmaceutical, veterinary and sanitary products;
material for stopping teeth, dental wax'), filed an opposition against the mark applied for, claiming that a
likelihood of confusion existed between the marks at issue for the purpose of Article 8(1)(b) of Regulation No
40/94.

5. On 18 January 2000, OHIM notified the applicant of an amendment made by the intervener to the list of
products covered by the trade mark applied for, which would now read: Antiallergic, steroidal, ophthalmic
preparations, namely eye drops, solutions, gels and ointments used for the treatment of eye infection and
inflammation'. In the same letter OHIM invited the applicant to inform it whether it maintained its opposition,
which it did by letter of 4 February 2000.

6. By decision of 28 February 2002 the Opposition Division upheld the opposition. It held that a likelihood
of confusion existed as the signs ALREX and ARTEX, as well as the goods covered by the marks at issue,
were similar.

7. On 25 April 2002, the intervener brought an appeal against the Opposition Division's decision.

8. By decision of 5 February 2003 (the contested decision'), notified to the applicant on 4 March 2003, the
Third Board of Appeal annulled the decision of the Opposition Division and rejected the opposition, on the
grounds, in particular, that, despite the fact that the goods at issue belonged to the same class, there existed
only a fairly vague degree of similarity between them.

Forms of order sought by the parties

9. The parties presented oral argument and answered the questions put to them by the Court at the hearing
on 4 May 2005.

10. The applicant claims that the Court should:

- annul the contested decision and declare that there is in fact a likelihood of confusion between the marks
ARTEX and ALREX, which designate similar products';

- order OHIM to pay the costs.

11. OHIM contends that the Court should:
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- dismiss the action;

- order the applicant to pay the costs.

12. The intervener contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

Arguments of the parties

13. In support of its application, the applicant essentially claims that the Board of Appeal infringed Article
8(1)(b) of Regulation No 40/94.

14. Firstly, the applicant emphasises that the products designated by the marks at issue are similar by reason
of their nature and their identical purpose, being the treatment of human health problems, their manufacture by
the same undertakings, in the same laboratories, as well as by reason of the fact that they are marketed
through the same channels, for example, by medical representatives, that their advertising appears in the same
specialist journals, that they are sold in the same establishments, i.e., pharmacies, and administered in the
same places, i.e., hospitals, health centres, etc.

15. The applicant adds that, while the medicinal product against hypertension designated by the earlier mark
ARTEX comes in tablet form, it could very well in the future be presented in another dosage form in order to
facilitate its being administered to certain categories of patients, for example, in the form of drops, in other
words, in the same form as the products designated by the ALREX mark for which application was made.

16. Secondly, the applicant suggests that the simple visual comparison of the signs ARTEX and ALREX
allows their degree of similarity to be established. Their visual similarity results from the manifest coincidence
of their initial letter a' and from their two last letters ex'. They also have the central consonant r' in common.
All of these factors produce a visual impact easily leading to the confusion of one name with another, which
should be considered sufficient to demonstrate the existence of a likelihood of confusion. In this regard the
applicant claims that the reading of a prescription written in haste by a doctor could lead to errors with fatal
consequences when the names of the two products present such a degree of similarity. The only differences
relate to the central letters of the words, which cannot be perceived at first glance. Indeed the only difference
is one of the central consonants (t' instead of l') and its position relative to the other consonant common to
the two names. A consumer generally retains the first and last letters and not the central letters.

17. Also, from the aural perspective, the likelihood of confusion is evident principally because the vowels a'
and e' occupy the same place in the two words. Further, the two signs are made up of only two syllables and
this coincidence has a major effect, the more so as the sound of the vowels, in particular the vowels a' and e',
is that which is retained initially and the most clearly. Moreover, the fact that the vowel a' is the first letter of
the two signs reinforces the resonance of the consonant which follows it. The applicant also explains that in
France, Portugal and the Benelux countries, where the conflicting marks would be required to coexist should
the contested decision be confirmed, the second syllable of these marks is fully pronounced and carries the
main stress. It specifies that, in this syllable the vowel e' coincides with the final consonant x', such that that
syllable is pronounced in French like the letters k' and s' pronounced consecutively. In combination with the
vowel e', the letter x' thereby forms a very powerful sound which dominates the whole. In both cases the first
syllable starts with the vowel a', which itself also has a very strong resonance and which tends to weaken the
sound, already weak in itself, of the consonant which follows
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(l' in one case and r' in the other). The applicant finally adds that both of the names have the letter r', which
is a fricative consonant, in their centre.

18. In this regard the applicant emphasises the fact that the consumer rarely has the opportunity to directly
compare the signs ALREX and ARTEX and must place his trust in the imperfect picture which he has kept of
them in his mind.

19. The applicant also maintains that the Institut national de la propriété intellectuelle (National Institute for
Intellectual Property), before which it opposed the registration of the mark ALREX in France, indicated in its
decision of 28 April 2000 that the sign ALREX constituted an imitation of the earlier sign and could not
therefore benefit from protection in France as a mark to designate identical and similar products.

20. In relation to the representation of the packaging furnished by the intervener, reproduced at paragraph 35
below, the applicant maintains in its reply that it is necessary only to take account of the actual form under
which the ARTEX marks were registered and to compare it with the actual form of the ALREX mark for
which registration was sought at OHIM. It is a question in this case of two signs written in capital letters,
purely nominative, without graphic elements, colours, different letters or characteristics which would permit
one to be distinguished from the other.

21. Thirdly, the applicant reveals that the Board of Appeal appeared to presuppose that the consumers are
professionals or specialists, which is not the case. The end user of the products in question will always be a
sick person, in other words, an adolescent or older person, who may or may not benefit from some training
and may or may not possess some general education. A nurse or a carer in a hospital could moreover also
confuse these two medicines because their respective names are very similar.

22. Fourthly, the applicant explains that the function of the mark is not only to prevent the consumer from
believing that products or services come from the same company, but also to guarantee the identification of
products in themselves in the interest of the consumer. In the case of a medicinal product, the user wants to
obtain the product of a specific mark because he is counting on it for beneficial effects for his health.
Consequently, this consumer has a particular interest that the product be clearly identified and cannot be
confused with another, at the risk of affecting his health.

23. The fact that other official institutions or bodies that have the responsibility of authorising the marketing
of pharmaceutical products exist does not exonerate the institution responsible for registration from taking this
function of the mark into consideration.

24. The applicant concludes from the statistics of the World Health Organisation and the Spanish Ministry of
Health and Consumption that it is not unusual that two individuals, suffering respectively from arterial
hypertension, treated by ARTEX, and from conjunctivitis as a result of seasonal allergies, for which ALREX
is prescribed, are found either in the same family or professional context, or that the same patient suffers from
those two illnesses and that it is not therefore exceptional that the two medicines are to be found in the same
place at the same time.

25. In this regard the applicant adds that ARTEX could very well be made available in the future in the
form of drops, and, as can be supported by affidavits or expert evidence which it is in a position to produce,
the confusion of one medicinal product with another can have serious consequences, particularly in the case of
external usage. The risks to health, should confusion arise, should therefore be taken into account in the
assessment of the likelihood of confusion.

26. In relation to the similarity between the products, OHIM, relying on the judgment of the Court in Case
C-39/97 Canon [1998] ECR I5507, paragraph 23, admits that a similarity does
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exist in general when pharmaceutical products are compared with other pharmaceutical products. It considers,
however, that the degree of similarity can vary, particularly in the case of products used for treating different
health problems. Even if the purpose of all the pharmaceutical products is identical, that is the treatment of
health problems, the nature of those problems can vary to the point where there exists only a faint degree of
similarity, which can, on taking all of the relevant factors into account, lead to the conclusion that no
likelihood of confusion exists.

27. Ocular infections and hypertension are treated by different specialists, in different places, which also
means the existence of different channels of distribution. Further, the method of administering the two
products is also different. While ARTEX is offered in the form of pills or tablets for oral use, ALREX is
available as substances of a more or less liquid form applied locally on the human body. The market for
medicinal products used for the reduction of eye infections and inflammations is thereby different from the
market for the reduction of hypertension.

28. In short, while it is possible that in the future ARTEX will not only be produced in the form of pills or
tablets but also in the form of drops, this is not the case today. According to OHIM, the comparison between
products cannot be made on the basis of possible changes that may be brought about in the future.

29. In relation to the similarity between the signs, OHIM states that the Board of Appeal concluded that the
two signs ARTEX and ALREX are ordinary names of pharmaceutical products composed of standard
syllables, without any striking or surprising element. The register of Community trade marks thus has 296
registered trade marks ending in the suffix ex' in Class 5.

30. OHIM admits that the signs are similar, but considers that the fact of knowing whether the marks present
a similarity sufficient for the conclusion that a likelihood of confusion exists depends on other factors which
must be taken into consideration. Those factors are in particular the recognition of the trade mark on the
market, the association which can be made with the used or registered sign, the degree of similarity between
the trade mark and the sign and between the goods or services identified (Case C-251/95 SABEL [1997]
ECR I6191, paragraph 22). At the hearing, OHIM added in this regard that professionals will make the
connection between ARTEX and the French word artery'.

31. In relation to the relevant public, OHIM points out that the Board of Appeal decided at point 11 of its
decision that, having regard to the fact that medicinal products directed at reducing hypertension are
exclusively available on medical prescription, that public is made up of experts. OHIM adds that, in its
judgment in Case T-237/01 Alcon v OHIM - Dr. Robert Winzer Pharma (BSS) [2003] ECR II411,
paragraph 42, the Court decided that the public targeted by ophthalmic pharmaceutical preparations and sterile
solutions for ophthalmic surgery comprised medical specialists, including in particular ophthalmologists and
ophthalmic surgeons. That public, by reason of its knowledge, is more attentive than the average consumer
who is deemed to be reasonably well informed and reasonably observant and circumspect.

32. OHIM also points out that, given that Article 8(l)(b) of Regulation No 40/94 does not contain any
reference to the moment at which the confusion can arise, no reason exists to assume that the moment of
confusion is limited to the moment of purchase. The confusion can arise once the trade-marked product is in
circulation. However, if it is decided that no likelihood of confusion existed at the time of purchase, there is
no reason to think that it could be otherwise at any other time, for example, at the time of the taking of the
medication, unless different categories of the public, having different degrees of attention, are involved.
However, in this case there are no different categories of public.

33. OHIM also refers to the judgment of the Court of First Instance in Case T-224/01 Durferrit v OHIM
- Kolene (NU-TRIDE) [2003] ECR II1589, paragraph 52), which decided, having
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determined that the public was made up of experts, that the degree of similarity between the marks in
question was not sufficiently high for a finding that a likelihood of confusion existed between them. That
conclusion was corroborated, according to OHIM, by the fact that the relevant public was highly specialised in
the sector of the goods and services in question and, accordingly, likely to take great care in the selection of
those goods and services.

34. Finally, OHIM considers that the Board of Appeal correctly decided that a potential risk to health should
not play a part in the assessment of a likelihood of confusion. Article 8(l)(b) of Regulation No 40/94 contains
no indication to that effect. That article aims solely at preventing the registration of marks in the case of a
likelihood of confusion between the mark for which registration is sought and another already registered mark.

35. The intervener, who endorses the essential parts of OHIM's arguments, emphasises in particular the fact
that the tablets marketed by the applicant are contained in transparent plastic wrapping whereas the ophthalmic
drops sold by the intervener are presented in a small bottle, the cap of which is fitted with a pipette, as is
shown by the following reproductions:

>image>63

>image>64

>image>65

>image>66

36. Even though the goods in question were both presented in an identical form, the factors that must be
taken into account, according to the judgment in Canon , cited above, in order to assess their degree of
similarity would indicate clearly that they are not similar or, at least, that they present only a very weak
degree of similarity.

37. At the hearing, the intervener mentioned two judgments of the Court given after the lodging of its
statement in intervention. In Case T169/03 Sergio Rossi v OHIM - Sissi Rossi (SISSI ROSSI) [2005]
ECR II-0000, the Court decided that women's bags and women's footwear, even though they were fancy
leather goods, could not be considered to be similar, as they were not substitutable for each other and were
not in competition. In Case T-296/02 Lidl Stiftung v OHIM - REWE-Zentral (LINDENHOF) [2005]
ECR II-0000, the Court decided that sparkling wines, on the one hand, and beers, cocktails and mineral
waters, on the other, were not similar, consumers being in the habit of consuming them under different
circumstances and at different events.

38. In contrast to OHIM, the intervener does not consider that the signs at issue are similar. It maintains that,
by virtue of paragraph 25 of the judgment of the Court in Case C-342/97 Lloyd Schuhfabrik Meyer [1999]
ECR I3819, it is necessary to take account in particular of the distinctive and dominant components of the
trade marks. The ending ex' is extremely common for all sorts of marks and goods, particularly in the
pharmaceutical field. While the Board of Appeal found a certain similarity' resulting from the number of
identical letters, that is the initial a' and the ending ex', it emphasised the visual difference created by the
position of the letter t' in the middle of the sign ARTEX and considered that this difference had a big effect
on the visual impression of short signs, such as those in this case.

39. Finally, the intervener takes the view that the purpose of trade mark law is not to protect patients against
an incorrect usage. Such a responsibility comes within the competence of bodies other than OHIM.
Additionally, the hypothesis of the poisoning of a patient who suffers hypertension and an ocular infection or
inflammation at the same time and who had been prescribed the two products in question is absurd, as it
supposes that the patient has long been confusing tablets and drops. Further, a particular caution in relation to
the medication which they administer to themselves
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should be expected of patients suffering from a relatively serious ailment, such as hypertension.

Findings of the Court

40. As set out in Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier
trade mark, the trade mark applied for is not to be registered if, because of its identity with or similarity to
the earlier trade mark and the identity or similarity of the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected. The likelihood of confusion includes the likelihood of association with the earlier trade mark.
Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means, inter alia, trade marks
registered in a Member State with a date of application for registration which is earlier than the date of
application for registration of the Community trade mark.

41. According to settled case-law, the likelihood that the public might believe that the goods or services in
question come from the same undertaking or from economically-linked companies constitutes a likelihood of
confusion, and this likelihood must be assessed globally, according to the perception that the relevant public
has of the signs and goods or services in question and taking into account all relevant factors of the case at
issue.

42. That global assessment implies some interdependence between the relevant factors taken into account and,
particularly, the similarity between the trade marks and between the goods or services. Accordingly, a lesser
degree of similarity between those goods or services designated may be offset by a greater degree of
similarity between the marks and vice versa (Canon , paragraph 17, and Lloyd Schuhfabrik Meyer , cited
above, paragraph 19).

43. In the present case the earlier marks ARTEX are registered in France, in the Benelux countries and in
Portugal, which therefore constitute the relevant territory for the purpose of applying Article 8(1)(b) of
Regulation No 40/94.

44. In relation to the relevant public, OHIM, like the intervener, maintains that the medicinal products which
are at issue in the case are prescribed by different specialists. However, the fact remains that these medicinal
products are in sufficiently common usage to also be prescribed by general practitioners.

45. Furthermore, since the applicant's tablets, like the intervener's eye drops, are to be taken by patients at
home, the latter, as end users, are also part of the relevant public in the same way as pharmacists who sell
those medicinal products in their pharmacies.

46. Both the professionals in the medical sector (specialist doctors, general practitioners and pharmacists) and
patients, contrary to the finding of the Board of Appeal, therefore form part of the relevant public.

47. In relation to the comparison of products, it must be recalled that, in assessing the similarity of the goods
or the services concerned, all the relevant factors relating to the goods or services themselves should be taken
into account. Those factors include, inter alia, their nature, their intended purpose and their method of use and
whether they are in competition with each other or are complementary (Canon , paragraph 23).

48. In the present case, as the applicant correctly points out, the products in question have the same nature
(pharmaceutical products), purpose (treatment of human health problems), are directed at the same consumers
(professionals in the health sector and patients) and use the same distribution channels (typically pharmacies).

49. However, as stated by OHIM and the intervener, these products are neither complementary nor in
competition with each other. Having regard to the elements of similarity previously mentioned,
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this difference between the goods in question is not, however, such that it excludes, of itself, the possibility of
a likelihood of confusion.

50. Furthermore, the intervener's argument that the products, being administered differently, are not similar
must be rejected. That difference is of less significance in the present case than the fact that the products
concerned have a common nature and purpose.

51. Accordingly, as the similarities between the goods outweigh the differences, it must be concluded that
there exists, as correctly found by the Board of Appeal in the contested decision, some degree of similarity
between the goods in question.

52. Concerning the comparison of the signs, it must be recalled and is settled case-law that the global
assessment of the likelihood of confusion must, as far as it concerns the visual, aural or conceptual similarity
of the signs at issue, be based on the overall impression given by the signs, bearing in mind, inter alia, their
distinctive and dominant components (see the judgment in Case T-292/01 PhillipsVan Heusen v OHIM -
Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II4335, paragraph 47, and the case-law cited
therein).

53. Only the intervener considers that the signs ALREX and ARTEX are not similar. It emphasises in
particular the fact that the ending ex' is extremely common for all sorts of marks, particularly in the
pharmaceutical field.

54. However, as observed by the Opposition Division, the two signs are composed of a word containing five
letters. The only difference is that one includes the letter t' between the letters r' and e' and the other has an l'
between the letters a' and r'. Aside from this difference, four of the five letters are identical and are placed in
the same order: arex'. Therefore, the visual similarity between the signs is very high.

55. Also, at an aural level, the signs have the same structure, that is, two syllables each, the first comprising
two letters and the second having three. Each sign begins with the letter a' and finishes with the suffix ex'.
Further, the second and third letters of each sign are consonants, one of which is common (the letter r').

56. Finally, at the conceptual level, while OHIM maintained at the hearing that professionals would make the
connection between the sign ARTEX and the French word artery', which the Opposition Division considered
to be insufficient to discount the visual and aural similarities between the signs, it is appropriate to point out,
firstly, that supposing this to be the case, professionals are not, as has been stated at paragraphs 45 and 46
above, the only relevant public and, secondly, that the public in the territories concerned, being the Benelux
countries, Portugal and France, is not exclusively French-speaking.

57. In the circumstances it must be concluded, contrary to the finding in the contested decision, that there
exists a high degree of similarity between the two signs.

58. Therefore, having regard to, firstly, the high degree of similarity between the signs in question and,
secondly, the degree of similarity between the goods concerned, the differences between them are not
sufficient to remove a likelihood of confusion in the perception of the relevant public.

59. On the basis of the foregoing, the Court takes the view that there is a likelihood that that public will be
led to believe that the goods designated by the signs at issue are from the same undertaking or from
economically-linked undertakings.

60. Finally, the existence of that likelihood of confusion is reinforced by the fact that the relevant public
only rarely has the chance to make a direct comparison between the different marks but must place its trust in
the imperfect picture of them which it has kept in its mind (Lloyd Schuhfabrik Meyer , paragraph 26, and
Case T-115/03 Samar v OHIM - Grotto (GAS STATION)
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[2004] ECR II-0000, paragraph 37).

61. Consequently, it must be held that there is a likelihood of confusion between the ALREX and ARTEX
trade marks, within the meaning of Article 8(1)(b) of Regulation No 40/94.

62. It follows from all of the foregoing that the grounds on which the applicant seeks a declaration that the
Board of Appeal infringed Article 8(1)(b) of Regulation No 40/94 must be upheld. Consequently, the
contested decision must be annulled.

Costs

63. Under Article 87(2) of the Rules of Procedure of the Court, the unsuccessful party is to be ordered to
pay the costs if they have been applied for in the successful party's pleadings. Since OHIM has been
unsuccessful it must be ordered to pay the costs incurred by the applicant, in accordance with the form of
order sought by it. Since the applicant has not applied for costs against the intervener, the latter must be
ordered to bear its own costs.
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JUDGMENT OF THE COURT OF FIRST INSTANCE (Second Chamber) 

13 June 2006 (*) 

(Community trade mark – Opposition proceedings – Application for a figurative mark consisting of a 
representation of a cowhide in black and white – Earlier national figurative trade mark comprising in 

part a representation of a cowhide in black and white – Distinctive character of an element of a 
trade mark – Absence of likelihood of confusion – Rejection of the opposition – Article 8(1)(b) of 

Regulation (EC) No 40/94) 

In Case T-153/03, 

Inex SA, established in Bavegem (Belgium), represented by T. van Innis, lawyer, 

applicant,

v 

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM),
represented initially by U. Pfleghar and G. Schneider, and subsequently by G. Schneider and A.
Folliard-Monguiral, acting as Agents, 

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs), intervener before the Court of First Instance, being 

Robert Wiseman & Sons Ltd, established in Glasgow (United Kingdom), represented by A.
Roughton, Barrister, 

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 4 February 2003 (Case R 106/2001-2), relating 
to opposition proceedings between Inex SA and Robert Wiseman & Sons Ltd, 

THE COURT OF FIRST INSTANCE 
OF THE EUROPEAN COMMUNITIES (Second Chamber), 

composed of J. Pirrung, A.W.H. Meij and I. Pelikánová, Judges, 

Registrar: C. Kristensen, Administrator, 

having regard to the application lodged at the Registry of the Court of First Instance on 18 April
2003, 

having regard to the responses of the intervener and of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) lodged at the Registry of the Court of First Instance on 4 and 12
September 2003 respectively, 

further to the hearing on 7 September 2005, 

gives the following 

Judgment 

 Background to the dispute 
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1       On 1 April 1996, the intervener filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (‘the Office’) under Council 
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.  

2       The mark in respect of which registration was sought is the following figurative sign: 

  

3       The goods for which registration was sought fall within Classes 29, 32 and 39 under the Nice
Agreement Concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those
classes, to the following description:  

–       Class 29: ‘Milk, milk beverages, milk products, dairy products, cream and yoghurt’; 

–       Class 32: ‘Beers; mineral and aerated waters and other non-alcoholic drinks; fruit drinks and 
fruit juices, syrups and other preparations for making beverages’; 

–       Class 39: ‘Collection, delivery, distribution and transport of goods by road’. 

4       On 27 October 1997, that application for registration was published in Community Trade Marks 
Bulletin No 25/97. 

5       On 22 January 1998, the applicant filed a notice of opposition under Article 42 of Regulation No
40/94 against that Community trade mark application, relying on Article 8(1)(b) of Regulation No
40/94. 

6       The opposition was based on the earlier figurative trade mark No  
580 538, registered in the Benelux countries on 17 October 1995 for goods in Classes 29 and 30
under the Nice Agreement and reproduced below: 

  

7       The opposition concerned some of the goods covered by the earlier mark, namely ‘Milk and milk 
products, dairy products’, and was directed against ‘Milk, milk beverages and milk products, dairy 
products’ referred to by the trade mark application. In reply to the observations of the intervener,
the applicant stated that the opposition was directed against all of the goods in Class 29 designated
in the trade mark application, including ‘cream and yogurt’. 

8       By decision of 29 November 2000, the Opposition Division rejected the opposition on the ground
that the signs at issue were sufficiently different not to give rise to any likelihood of confusion. 

9       On 22 January 2001, the applicant filed a notice of appeal at the Office under Articles 57 to 62 of
Regulation No 40/94 against the decision of the Opposition Division. 
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10     By decision of 4 February 2003 (‘the contested decision’), the Second Board of Appeal of the Office 
dismissed the appeal. The Board of Appeal stated that strong visual differences existed between the
marks at issue. It considered, however, that the marks at issue were conceptually similar since they
both called to mind the idea of a cow. However, on account of the fact that that similarity related to
an aspect which was not very distinctive for the goods in question, it was not considered sufficient
to lead to the conclusion that there was a likelihood of confusion. Accordingly, despite the fact that
the two marks designated identical goods, the Board of Appeal concluded that there was no
likelihood of confusion. 

 Forms of order sought 

11     The applicant claims that the Court should: 

–      annul the contested decision; 

–      order the Office to pay the costs.  

12     The Office contends that the Court should: 

–      dismiss the action; 

–      order the applicant to pay the costs. 

13     The intervener contends that the Court should: 

–      dismiss the action; 

–      order the applicant to pay the costs of the intervener. 

 Law 

14     The applicant relies on a single plea in law alleging infringement of Article 8(1)(b) of Regulation No
40/94. 

 Arguments of the parties 

15     The applicant claims that the Board of Appeal failed to have regard to the rule of interdependence
between similarity between the trade marks and similarity between the goods and services, as
stated in the judgments in Case C-39/97 Canon [1998] ECR I-5507 and Case C-342/97 Lloyd 
Schuhfabrik Meyer [1999] ECR I-3819, according to which a lesser degree of similarity between the 
goods or services covered may be offset by a greater degree of similarity between the conflicting
marks, and vice versa. 

16     Further, the Board of Appeal failed to have regard to the rule under which the global assessment of
the similarity of the signs at issue must be based on the overall impression given by them, bearing
in mind their distinctive and dominant components, and the fact that the average consumer only
rarely has the chance to make a direct comparison between the marks, of which he will retain only
an imperfect picture. The applicant submits in this regard that the Board of Appeal should have
found that the likelihood of confusion between the signs at issue is increased by the fact that the
goods in question are targeted at the general public. 

17     The applicant claims, in addition, that the Board of Appeal contradicted itself in finding, on the one
hand, that the figurative aspect of the mark applied for, representing a cowhide, was identical to the
dominant element of the earlier mark, and, on the other hand, that the marks at issue displayed
strong visual differences. According to the applicant, the Board of Appeal should have found that
there was a visual similarity between those two trade marks, one of which consists exclusively of
the dominant element of the other. 

18     The applicant submits, finally, that the dominant element of the earlier mark is necessarily
distinctive owing to the fact that one of the marks is exclusively composed of that element. In that
respect, in the Benelux countries the dominant element of the earlier mark is distinctive since its
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packaging is the only one, in those countries, which bears a representation of a cowhide in black and
white as its dominant element. In reply to the written questions of the Court and at the hearing, the
applicant stated that, in so far as the intervener did not contest that the earlier mark was the only
one, in the Benelux countries, to use the drawing of a cowhide as its dominant element, it has
implicitly admitted that that element is distinctive. The Court would infringe the principle under
which the parties delimit the scope of the case if it were to call into question that statement. The
applicant also submits that the dominant element of its mark cannot but be distinctive, having
regard to the highly competitive nature of the market. 

19     The Office and the intervener challenge the applicant’s arguments. 

 Findings of the Court 

20     Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to
the earlier trade mark and the identity or similarity of the goods or services covered by the trade
marks there exists a likelihood of confusion on the part of the public in the territory in which the
earlier trade mark is protected. The likelihood of confusion includes the likelihood of association with
the earlier trade mark. Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, ‘earlier trade 
marks’ means trade marks registered in a Member State with a date of application for registration
which is earlier than the date of application for registration of the Community trade mark. 

21     According to settled case-law, the risk that the public might believe that the goods or services in
question come from the same undertaking or, as the case may be, from economically-linked 
undertakings, constitutes a likelihood of confusion (Case T-6/01 Matratzen Concord v OHIM – Hukla 
Germany (MATRATZEN) [2002] ECR II-4335, paragraph 23, and Case T-129/01 Alejandro v OHIM–
Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 37). 

22     The likelihood of confusion must be assessed globally by reference to the perception which the
relevant public has of the signs and of the goods or services in question, taking into account all
factors relevant to the circumstances of the case (Case T-185/02 Ruiz-Picasso and Others v OHIM –
DaimlerChrysler (PICARO) [2004] ECR II-1739, paragraph 50). 

23     That global assessment takes account, in particular, of awareness of the mark on the market, and of
the degree of similarity between the marks and between the goods or services covered. In that
respect, it implies some interdependence between the factors taken into account, so that a lesser
degree of similarity between the goods or services covered may be offset by a greater degree of
similarity between the marks, and vice versa (Canon, paragraph 17, and Lloyd Schuhfabrik Meyer, 
paragraph 19). 

24     Further, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average
consumer normally perceives a mark as a whole and does not proceed to analyse its various details
(Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 
25). For the purposes of that global assessment, the average consumer of the goods concerned is
deemed to be reasonably well informed and reasonably observant and circumspect. Account should
also be taken of the fact that the average consumer’s level of attention is likely to vary according to 
the category of goods or services in question (Lloyd Schuhfabrik Meyer, paragraph 26). 

25     In the present case, the similarity between the goods covered by the marks in question is not
disputed by the parties. The only question under discussion is whether the Board of Appeal was
entitled to consider that the marks in question were sufficiently dissimilar not to give rise to a
likelihood of confusion. 

 Similarity between the signs 

26     The global assessment of the likelihood of confusion, as far as concerns the visual, aural or
conceptual similarity of the conflicting signs, must be based on the overall impression given by
those signs, bearing in mind, inter alia, their distinctive and dominant components (see Case T-
292/01 Phillips-Van Heusen v OHIM – Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-
4335, paragraph 47, and the case-law cited therein). 

27     Furthermore, it is settled case-law that a complex mark and another mark which is identical or 
similar to one of the components of the complex mark may be regarded as being similar where that
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component forms the dominant element within the overall impression given by the complex mark. That is
the case where that component is likely to dominate, by itself, the image of that mark which the
relevant public keeps in mind, with the result that all the other components of the mark are
negligible within the overall impression given by it (MATRATZEN, paragraph 33, and Case T-359/02 
Chum v OHIM – Star TV (STAR TV) [2005] ECR II-0000, paragraph 44). That approach does not 
amount, however, to taking into consideration only one component of a complex trade mark and
comparing it with another mark. On the contrary, such a comparison must be made by examining
the marks in question, each considered as a whole (MATRATZEN, paragraph 34). 

28     At issue in the present case are, on the one hand, a mark composed of a single element which, in
the light of the goods which it designates, will be perceived as the representation of a cowhide and,
on the other, an earlier complex mark consisting of figurative and word elements. The figurative
elements of the earlier mark consist of the representation of a cowhide in black and white covering
the packaging, with stylised grass at the bottom of the carton, a farm with a little red barn near the
top of the carton as well as the standardised bar code near the bottom of the carton. The word
elements of the earlier mark are the words ‘inex’, ‘halfvolle melk’ and the abbreviation ‘UHT – e 1L’. 

29     Since the phonetic similarity of the conflicting marks is not called into question in this case, only the
visual and conceptual similarities will be examined. 

–       Visual similarity 

30     It must be noted, first of all, that the design to be perceived as a cowhide constitutes the sole
element of the mark applied for. 

31     In respect of the earlier mark, the cowhide design completely covers the packaging of the goods
and dominates the visual impression given by the mark, as found by the Board of Appeal in
paragraph 21 of the contested decision. That design constitutes a striking element of the earlier
mark. 

32     In that respect, the argument of the Office that the weak distinctive character of the cowhide design
precludes that design from being regarded as a dominant element cannot be accepted in all
circumstances. Although it is settled case-law that, as a general rule, the public will not consider a
descriptive element forming part of a complex mark as the distinctive and dominant element of the
overall impression conveyed by that mark (BUDMEN, paragraph 53, and Joined Cases T-117/03 to 
T-119/03 and T-171/03 New Look v OHIM – Naulover (NLSPORT, NLJEANS, NLACTIVE and 
NLCollection) [2004] ECR II-0000, paragraph 34), the weak distinctive character of an element of a 
complex mark does not necessarily imply that that element cannot constitute a dominant element
since, because, in particular, of its position in the sign or its size, it may make an impression on
consumers and be remembered by them (see, to that effect, Case T-115/02 AVEX v OHIM – Ahlers 
(a) [2004] ECR II-2907, paragraph 20). 

33     It must none the less be pointed out that, since the comparison between marks must be based on
the overall impression given by them having regard, in particular, to the distinctive character of
their elements in relation to the goods or services concerned, it does not suffice, in order to find a
similarity between marks, that an element essential to the visual impression of a complex mark and
the sole element of the other sign are identical or similar. On the other hand, it should be concluded
that there is a similarity where, considered as a whole, the impression given by a complex mark is
dominated by one of its elements in such a way that the other components of that mark appear
negligible in the image of that mark which the relevant public remembers, in the light of the goods
or services designated. 

34     In this instance, although the cowhide design constitutes an essential element in the visual
impression of the earlier mark, the fact remains, none the less, that that design has only weak
distinctive character in the present case. 

35     For the purpose of assessing the distinctive character of an element making up a mark, an
assessment must be made of the greater or lesser capacity of that element to identify the goods or
services for which the mark was registered as coming from a particular undertaking, and thus to
distinguish those goods or services from those of other undertakings. In making that assessment,
account should be taken, in particular, of the inherent characteristics of the element in question in
the light of whether it is at all descriptive of the goods or services for which the mark has been
registered (see, by analogy, Lloyd Schuhfabrik Meyer, paragraphs 22 and 23).  
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36     In this case, it should be noted that, having regard to the goods concerned, the cowhide design
cannot be regarded as highly distinctive, since that element is strongly allusive to the goods in
question. That design refers to the idea of a cow, an animal known for its milk production, and
constitutes an element which is unimaginative to designate milk and milk and dairy products. 

37     In that respect, it is appropriate to reject the applicant’s argument that in the Benelux countries 
that element of the earlier mark is distinctive on account of the fact that that mark is the only one in
those countries to have a cowhide in black and white as the dominant element. That fact is not such
as to alter the finding in the preceding paragraph concerning the weak distinctive character of the
cowhide design. Moreover, in so far as that argument seeks to claim that the cowhide design of the
earlier mark is highly distinctive because of the possible renown of that mark in the Benelux
countries, the Court notes that the applicant has not put forward any evidence to prove that that
mark enjoys such renown with the public. 

38     It is also appropriate to reject the applicant’s argument that to call into question the distinctive
character of that cowhide design would amount to infringement of the principle under which the
parties delimit the scope of the case. The absence of any challenge by the intervener of the
contention that the earlier mark is the only one in the Benelux countries to bear that design in a
dominant way cannot permit the inference that the intervener accepts that that element is
particularly distinctive. As was found in the preceding paragraph, the fact alleged by the applicant
that the earlier mark is the only one in the Benelux countries to bear the cowhide design as the
dominant element is not, in itself, in the least capable of conferring on that element a particularly
distinctive character. 

39     The applicant’s argument that the cowhide design contained in its mark is distinctive by virtue of the
fact that the market for the goods in question is very competitive must also be rejected. The
applicant puts forward no evidence to permit the inference that that fact is, in itself, capable of
conferring a particularly distinctive character on the cowhide representation of the earlier mark. 

40     Finally, in so far as the applicant seeks to claim that the cowhide design of the earlier mark has
distinctive character in the light of the fact that the mark applied for, which is made up exclusively
of that design, was accepted for registration by the Office, it must be observed that it is not
disputed that the marks in question are not devoid of any distinctive character within the meaning
of Article 7(1)(b) of Regulation No 40/94 and that they can therefore be registered. In this case, the
analysis of the distinctive character of the signs in question does not form part of the assessment of
the absolute grounds for refusal, but of the global assessment of likelihood of confusion. As the
Office correctly points out, it is not therefore a question of determining whether the cowhide designs
are devoid of any distinctive character, but of assessing the distinctive character of those designs in
relation to the goods in question, for the purposes of determining whether there is a likelihood of
confusion on the part of the public concerned between the marks at issue, each considered as a
whole. 

41     The visual comparison of the conflicting marks indicates that the overall impression given by each of
those marks differs significantly. Whereas the mark applied for consists only of a representation
which must be perceived, given the goods designated, as a cowhide, the earlier mark is made up, as
the Office observes, of a number of figurative and word elements other than the mere
representation of a cowhide, which contribute significantly to the sign’s overall impression. It should 
be noted in particular that those elements include the presence of stylised grass at the bottom of
the carton, the image of a farm with a little red barn near the top of the carton and the word
element ‘inex’. As the Office notes, the last element is a word with no obvious meaning, which
should be recognised as having a much higher degree of distinctive character than the cowhide
design. Since the ‘inex’ word element contributes in a decisive manner to the overall impression
given by the earlier mark, its presence does not permit the inference that the cowhide design of the
earlier mark is likely to dominate, by itself, the image of that mark which the public keeps in mind. 

42     In addition, it must be stated that the design which is the subject of the trade mark application is
composed of a drawing different from that of the cowhide design of the earlier mark. As appears
from the contested decision, the mark applied for is not an entirely obvious representation of
cowhide, and the Board of Appeal found that the mark will be perceived as a representation of
cowhide on account of the goods it designates. 

43     For the same reason, it is also necessary to dismiss the applicant’s argument that the Office 
contradicted itself in finding, on the one hand, that the mark against which the opposition is directed
is identical to the dominant element of the earlier mark and, on the other, that the marks at issue
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have strong differences. First, as was observed in the preceding paragraph, the contested decision does
not make a finding that the design of the mark applied for is identical to that of the earlier mark.
Secondly, as was noted in paragraph 33 above, since the comparison between the marks is based
on the overall impression given by them having regard, in particular, to the distinctive character of
their elements in relation to the goods or services concerned, it does not suffice, in order to find a
similarity, that an element essential to the visual impression of a complex mark is identical or
similar to the sole element of another sign. 

44     It must therefore be found that the Board of Appeal did not err in finding that the marks in question
have strong visual differences. 

–       Conceptual similarity 

45     As the Board of Appeal pointed out, there is a conceptual similarity between the marks in question
on account of the fact that they call to mind the idea of a cow known for its milk production. None
the less, as the Court found in paragraph 36 above, that idea has only weak distinctive character in
the light of the goods in question. Where the earlier mark is not especially well known to the public
and consists of an image with little imaginative content, the mere fact that the two marks are
conceptually similar is not sufficient to give rise to a likelihood of confusion (SABEL, paragraph 25). 

46     The Board of Appeal was therefore fully entitled to find that a conceptual similarity between the
marks at issue was unlikely, in this case, to lead to a likelihood of confusion. 

 Global assessment of likelihood of confusion 

47     It follows from the foregoing that, although the cowhide design is essential to the visual and
conceptual impression given by the earlier mark, neither the significant visual differences between
the signs at issue nor the weak distinctive character of the cowhide design in this case lead to the
conclusion that there is a likelihood of confusion between the marks at issue. 

48     Moreover, the Board of Appeal did not fail to take account of the interdependence between the
factors to be taken into consideration. Neither the presence of strong visual differences between the
marks in question nor the weak distinctive character of the cowhide design in this case can be offset
by the fact that the goods are identical. 

49     Further, the applicant’s argument that the Board of Appeal should have found that the likelihood of
confusion is increased by the fact that the goods in question are targeted at the general public must
also be rejected. The fact that consumers have a relatively low level of attention does not, in the
absence of sufficient similarities between the marks in question, and having regard to the weak
distinctive character of the cowhide design in the light of the goods concerned, lead to the
conclusion that there is a likelihood of confusion. 

50     Accordingly, the Board of Appeal did not err in finding that the global assessment of the conflicting
signs did not give rise to a likelihood of confusion.  

51     It follows from the foregoing that the application must be dismissed. 

 Costs 

52     Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party’s pleadings. Since the applicant has been 
unsuccessful, it must be ordered to pay the costs in accordance with the form of order sought by the
Office and the intervener.  

On those grounds, 

THE COURT OF FIRST INSTANCE (Second Chamber) 

hereby: 

1.      Dismisses the action; 
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2.      Orders the applicant to pay the costs. 

Delivered in open court in Luxembourg on 13 June 2006. 

* Language of the case: English. 

Pirrung  Meij  Pelikánová 

E. Coulon          J. Pirrung 

Registrar         President 
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2006. Devinlec Développement

innovation Leclerc SA v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Figurative mark containing the verbal element "quantum' -

Opposition of the proprietor of the national figurative mark Quantième - Relative ground of refusal -
Likelihood of confusion - Article 8(1)(b), Article 15(2) and Article 43(3) of Regulation (EC) No 40/94.

Case T-147/03.

In Case T-147/03,

Devinlec Développement Innovation Leclerc SA, established in Toulouse (France), represented by J.-P.
Simon, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM ), represented by J.
Novais Gonçalves and A. Folliard-Monguiral, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

T.I.M.E. ART Uluslararasi Saat Ticareti ve di Ticaret A, established in Istanbul (Turkey), represented by F.
Jacobacci, lawyer,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 30 January 2003 (Case R
109/2002-3) relating to opposition proceedings between Devinlec Développement Innovation Leclerc SA and
T.I.M.E. Art Uluslararasi Saat Ticareti ve di Ticaret A,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Mengozzi and I. Wiszniewska-Biaecka, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 30 April 2003,

having regard to the response lodged at the Registry of the Court of First Instance on 24 October 2003,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 28
October 2003,

further to the hearing on 30 June 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal market
(Trade Marks and Designs) of 30 January 2003 (Case R 109/20023);
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2. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay its own
costs and those incurred by the applicant in the proceedings before the Court;

3. Orders the intervener to pay its own costs and those incurred by the applicant in the proceedings before
the Board of Appeal.

Background

1. On 8 September 1997 T.I.M.E. ART Uluslararasi Saat Ticareti ve di Ticaret A (the intervener') filed an
application for registration of a Community trade mark at the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on
the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. Registration was sought for the following figurative sign:

>image>1

>image>2

3. The goods in respect of which registration was sought are in Class 14 of the Nice Agreement concerning
the International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended, and correspond to the following description: watches, clocks, movements
and parts thereof, watch/clock glasses, watch/clock casings, watch straps, watch chains/bracelets, watch bands,
cases for watches and for clocks'.

4. On 17 August 1998, the application was published in the Community Trade Marks Bulletin No 62/98.

5. On 9 November 1998, Devinlec Développement Innovation Leclerc SA (the applicant') filed a notice of
opposition against registration of the mark sought, relying on the earlier figurative mark registered in France
on 11 December 1987 under No 1 555 274, which is reproduced below:

>image>3

>image>4

6. The goods in respect of which the earlier mark is registered correspond to the following description for
the purposes of the Nice Agreement:

- Class 14: clocks and watchmaking goods; jewellery';

- Class 18: leather goods'.

7. The opposition, based on the relative ground of refusal in Article 8(1)(b) of Regulation No 40/94, was
directed against all the goods covered by the application for registration.

8. On 10 March 1999, the intervener requested that the applicant furnish proof of use of the earlier mark,
pursuant to Article 43(2) and (3) of Regulation No 40/94.

9. In order to demonstrate genuine use of the earlier mark, the applicant submitted various items and
documents, inter alia watches, invoices, promotional material, press articles and a sworn statement by its
director.

10. It was apparent from that evidence that the earlier mark had been used in France in respect of watches
and watch straps' under the figurative sign reproduced below:

>image>5

>image>6

11. By decision of 30 November 2001, the Opposition Division ruled on the opposition. First,
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it took the view that the applicant had furnished proof of use of the earlier mark, and that such use under the
figurative sign reproduced in paragraph 10 above had not altered the distinctive character of the earlier mark.
Secondly, it upheld the opposition on the ground that the goods covered by the marks were in part identical
and in part similar and that the signs presented a sufficient degree of visual, phonetic and conceptual
similarity, and therefore there was a likelihood of confusion on the part of the relevant public.

12. On 29 January 2002, the intervener filed an appeal with OHIM against the decision of the Opposition
Division.

13. By decision of 30 January 2003 (the contested decision'), the Third Board of Appeal annulled the
decision of the Opposition Division and consequently rejected the opposition. In substance, the Board of
Appeal considered that, notwithstanding the identity and similarity of the goods covered by the marks, it was
necessary to take account of the circumstances in which the goods covered by the earlier mark were marketed
and the fact that watches and watch straps bearing that mark are sold to the end consumer in E. Leclerc
shopping centres only. In those circumstances, the Board of Appeal took the view that the visual and phonetic
similarities between the marks and their possible common allusion to the notion of quantity would not lead
the average consumer, were he to see the mark applied for on watches, clocks, watch straps, watch
chains/bracelets, watch bands, cases for watches and for clocks' in outlets other than E. Leclerc stores, to
consider that the goods covered by the marks originated from the same undertaking or from connected
undertakings (paragraphs 39 and 40 of the contested decision).

Forms of order sought

14. The applicant claims that the Court should:

- annul the contested decision;

- reject the application for registration of the mark applied for;

- order OHIM to pay the costs;

- order the intervener to pay the costs of the administrative proceedings before OHIM.

15. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

16. The intervener claims that the Court should:

- dismiss the action;

- annul the contested decision to the extent that it is adversely affected by it.

Law

17. In support of its first head of claim, the applicant puts forward two pleas in law. The first plea alleges
infringement of Rule 50 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Council Regulation (EC) No 40/94 (OJ 1995 L 303, p. 1). The second plea alleges infringement of Article
8(1)(b) of Regulation No 40/94 and of the general principles of trade mark law'.

18. The intervener puts forward an independent plea for annulment of the contested decision, alleging
infringement of Articles 15(2) and 43(3) of Regulation No 40/94.

19. The Court will first examine the intervener's independent plea, then the second and first
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pleas put forward by the applicant.

The intervener's independent plea, alleging infringement of Articles 15(2) and 43(3) of Regulation No 40/94

Arguments of the parties

20. The intervener requests the Court of First Instance to find that the Board of Appeal erred in finding that
the earlier mark, as it was used by the applicant, did not alter the distinctive character of the sign as it had
been previously registered in France. Consequently, the intervener also seeks a declaration from the Court that
the proof of genuine use of the earlier mark submitted by the applicant to OHIM during the administrative
proceedings was insufficient and that the Board of Appeal infringed Article 43(3) of Regulation No 40/94.

21. At the hearing, the applicant and OHIM submitted that the contested decision should be confirmed on
that point.

Findings of the Court

22. Article 15 of Regulation No 40/94, entitled Use of Community trade marks', states:

1. If, within a period of five years following registration, the proprietor has not put the Community trade
mark to genuine use in the Community in connection with the goods or services in respect of which it is
registered, or if such use has been suspended during an uninterrupted period of five years, the Community
trade mark shall be subject to the sanctions provided for in this Regulation, unless there are proper reasons for
non-use.

2. The following shall also constitute use within the meaning of paragraph 1:

(a) use of the Community trade mark in a form differing in elements which do not alter the distinctive
character of the mark in the form in which it was registered;

...'

23. Article 43 of Regulation No 40/94, entitled Examination of opposition', provides:

2. If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community in connection with the goods or services in respect of which it is registered and which he cites as
justification for his opposition, or that there are proper reasons for non-use, provided the earlier Community
trade mark has at that date been registered for not less than five years. In the absence of proof to this effect,
the opposition shall be rejected. If the earlier Community trade mark has been used in relation to part only of
the goods or services for which it is registered it shall, for the purposes of the examination of the opposition,
be deemed to be registered in respect only of that part of the goods or services.

3. Paragraph 2 shall apply to earlier national trade marks referred to in Article 8(2)(a), by substituting use in
the Member State in which the earlier national trade mark is protected for use in the Community.

...'

24. In this case, it should be noted that the contested decision confirmed the Opposition Division's assessment
that the applicant had furnished proof of genuine use of the earlier mark, in accordance with Article 43(2) and
(3) of Regulation No 40/94 and that the sign used by the applicant, reproduced in paragraph 10 above, had
not altered the distinctive character of the mark in the form in which it had been registered in France,
reproduced in paragraph 5 above. In particular, in paragraph
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11 of the contested decision the Board of Appeal observed that the differences in the typeface and the
stylisation of the letter q' of the earlier mark did not alter the distinctive character since it was clear from the
evidence submitted in the opposition proceedings that that letter would not be viewed in isolation from the
word of which it was a part and which was the essential component of the earlier mark. The Board of Appeal
also noted in paragraph 12 of the contested decision that several press cuttings and promotional material
relating to the earlier mark showed that the mark was also used in the form in which it had been registered
and that the stylisation of the letter q' was not emphasised.

25. That assessment must be endorsed.

26. First, it must be stated that under Article 15(2)(a), in conjunction with Article 43(2) and (3), of
Regulation No 40/94 proof of genuine use of an earlier national or Community trade mark which is the basis
of opposition proceedings against a Community trade mark application also includes proof of use of the earlier
mark in a form differing in elements which do not alter the distinctive character of the mark in the form in
which it was registered (see, to that effect, Case T-156/01 Laboratorios RTB v OHIM - Giorgio Beverly
Hills (GIORGIO AIRE) [2003] ECR II-2789, paragraph 44).

27. Next, as to the question whether in this case use of the sign reproduced in paragraph 10 above
constitutes use which alters the distinctive character of the mark, as the intervener alleges, it is clear that that
is not the case.

28. In that regard, the only elements which differentiate the earlier national mark, as it was registered, from
the sign used by the applicant are the stylisation of the letter q', suggesting the face of a watch, and the use
of capital letters to write the verbal element of the earlier national mark.

29. In the first place, although it is true that the stylisation of the letter q' is more pronounced in the
representation of the sign used than in that of the earlier national mark, the distinctive character of the earlier
mark is still based on the entire verbal element of that mark. In any case, since the stylisation of the letter q'
suggests, as has just been said, the face of a watch, it is not particularly distinctive for goods in Class 14, the
only goods for which the applicant has furnished proof of use of the earlier mark. In the second place, as
regards the use of capital letters, it suffices to note that that is not at all original and also does not alter the
distinctive character of the earlier national mark.

30. It follows that the proof furnished by the applicant which refers to the sign reproduced in paragraph 10
above for the Class 14 goods watches and watch bands or straps' could legitimately be taken into account by
the Board of Appeal for the purposes of assessing whether the applicant had shown genuine use of the earlier
national mark.

31. Since the intervener does not challenge the assessment of that proof by the Board of Appeal, any more
than the assessment of the proof furnished by the applicant to demonstrate that it had also used the earlier
national mark in the form in which it had been registered, the intervener's independent plea must be
dismissed.

The applicant's second plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94 and of the
general principles of trade mark law'

Arguments of the parties

32. The applicant contests several of the Board of Appeal's findings in relation to the comparison of the
goods covered by the marks, the comparison of the signs and the absence of likelihood of confusion.
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33. First, as regards the comparison of the goods covered by the marks, the applicant, without denying that
those goods are identical or similar, submits that in paragraph 30 of the contested decision the Board of
Appeal relied on an erroneous basic premiss. The applicant disagrees with the Board of Appeal's assertion that
goods covered by the earlier mark will not be sold alongside goods covered by the mark applied for and will
not be sold in shops other than E. Leclerc shopping centres.

34. In that respect, the applicant notes that that finding seems to be based in particular on the attestation of
its director of 7 May 1999, which the applicant had supplied as part of the evidence to demonstrate genuine
use of the earlier mark. The applicant submits, however, first, that neither that attestation nor the other
documents sent to OHIM support the conclusion that Le Manège à Bijoux' sales points in E. Leclerc shopping
centres - which sell goods covered by the earlier mark - do not sell other identical or similar goods or that
the sale of goods covered by the earlier mark will always be restricted to those sales points. Secondly, the
applicant points out that the aforementioned attestation and the other documents were communicated for the
precise purpose of demonstrating genuine use of the earlier mark between 1993 and 1998, in order to prevent
dismissal of the opposition. The applicant states that it had not been requested by the Board of Appeal to
demonstrate, for example, that sales points in E. Leclerc shopping centres could sell identical or similar goods
bearing other marks. In so far as the applicant asserts that that possibility exists, it states that it is willing to
adduce any evidence to substantiate its assertion.

35. Secondly, as regards comparison of the marks, the applicant observes, first of all, that the Board of
Appeal contradicted itself in its examination of the earlier mark, since it carried out its assessment in relation
to that mark not as it was used, but as it was registered.

36. The applicant goes on to assert that the Board of Appeal made several errors as regards the visual,
phonetic and conceptual comparison between the signs.

37. As regards the visual comparison, while the applicant agrees with the finding in the contested decision
that the quant' prefixes are similar, it observes that the Board of Appeal failed to note that the signs also
share the letter m' and that there is a visual resemblance between the letters i' of the earlier mark and u' of
the mark applied for. The applicant also maintains that the figurative element in the form of an alarm clock
positioned above the verbal element of the mark applied for, which is graphic and moreover devoid of any
distinctive character in respect of the goods covered by that mark, does not constitute an element of visual
differentiation between the marks, contrary to the view of the Board of Appeal. Moreover, if the relevant
public were to attach any particular importance to that figurative element, the applicant submits that that
would also be the case in respect of the stylisation of the letter q' of the earlier mark as it was used, which
also represents the face of a watch or an alarm clock. Accordingly, in those circumstances those elements
would reinforce the visual similarity between the signs.

38. As regards the phonetic comparison, while the applicant takes the view that the Board of Appeal was
right to consider that there was a very large degree of phonetic similarity between the verbal element of the
mark applied for and the earlier mark, it notes that the difference in pronunciation of the final syllables of the
marks (tum' in the mark applied for, tième' in the earlier mark), highlighted by the Board of Appeal, is of
little importance, because of the presence of the letter m', which is common to the marks.

39. As regards the conceptual comparison, the applicant submits that the Board of Appeal was wrong to take
the view, in paragraphs 37 and 38 of the contested decision, that the signs were different. Referring to a
survey carried out on 31 May and 1 June 2002 on a cross-section of the target public, annexed to the
application initiating proceedings, the applicant states, first, that the target public does not know the precise
meaning of the verbal elements of the marks and, secondly, that even among the section of the target public
which claims to understand the meaning of the verbal

© An extract from a JUSTIS database



62003A0147 European Court reports 2006 Page 00000 7

elements of the marks, the majority states that they both signify a quantity. The applicant concludes that that
factor reinforces the visual and phonetic similarities between the signs which have been established.

40. Thirdly, as regards the finding that there was no likelihood of confusion between the marks, the applicant
takes the view that the Board of Appeal failed to observe the principle of interdependence between the
similarity of the marks and the similarity of the goods covered by them. In particular, it submits that the
Board erred in law in considering that the circumstances in which the goods covered by the earlier mark were
marketed at a given moment constituted a relevant factor in the context of the global assessment of the
likelihood of confusion. In the alternative, it asks the Court to hold that the Board of Appeal attributed too
much importance to that factor, in view of the similarities between the goods and between the marks
established in the contested decision. According to the applicant, the contested decision infringes in that regard
not only Community case-law, but also the fundamental principles of trade mark law', particularly the
principle that a trade mark may be transferred independently of the undertaking which owns it, and that of
equality of treatment between trade mark proprietors. As regards that latter principle', the applicant states that
if the earlier mark had existed for less than five years when the application for registration was published, it
would not have had to demonstrate genuine use of that mark, and that, consequently, the Board of Appeal
would not have been able to make use of the evidence of use of the earlier mark which the applicant adduced
during the administrative proceedings before OHIM. In those circumstances, the applicant takes the view that
the Board of Appeal reduced the protective scope of the earlier mark.

41. OHIM contends first that it is undisputed that the goods covered by the marks are in part identical and in
part similar.

42. Secondly, it states that the relevant public in relation to whom the assessment of the comparison of the
signs and the likelihood of confusion must be carried out consists, as regards watches, clocks, watch straps,
watch chains/bracelets and watch bands, of the average French consumer. On the other hand, as regards
movements and parts of clocks and watches, watch/clock glasses and cases for watches and for clocks, the
relevant public includes specialists who manufacture or repair watches or clocks, since cases, in particular, are
not usually sold separately from a watch or a clock.

43. Thirdly, as regards comparison of the signs, OHIM considers that they are visually, phonetically and
conceptually different.

44. OHIM concedes that, visually, the signs share the first five letters of the verbal element (quant'), but it
points out that their final letters differ, that the verbal elements are not the same length and are in different
character fonts and that the mark applied for also includes a figurative element which cannot be ignored,
notwithstanding the fact that it possesses debatable inherent distinctiveness in respect of the goods covered by
the mark applied for. OHIM concludes that the signs are visually different and can be easily distinguished.

45. OHIM submits that the degree of phonetic similarity between the signs resulting from the common
syllable quant' is offset by the differences between the final sounds of the signs (um' in the mark applied for,
ième' in the earlier mark). In that respect, OHIM observes that the last syllables of the signs are pronounced
very differently.

46. As regards the conceptual comparison, OHIM observes that the verbal elements of the signs both have
various meanings, and therefore the signs cannot be regarded as similar in that regard. In particular, it is of
the opinion that it is very likely that the average consumer will understand the word quantième' in the earlier
mark as the numeric designation of the day of a month ranging from 1 to 31. OHIM submits that that
meaning is moreover widespread in the watch trade, as shown
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by the evidence taken from several French-language websites annexed to its response. Therefore, according to
OHIM, either average consumers will already be acquainted with the aforementioned meaning, or they will be
informed of it by the notice accompanying their purchase or by seeking the advice of a salesperson.
Moreover, it should be borne in mind that the relevant public encompasses watch industry professionals who
will undoubtedly understand the meaning of the word quantième'.

47. According to OHIM, that assessment is not undermined by the applicant's argument, based on the opinion
survey annexed to its application initiating proceedings, that the relevant public establishes a conceptual link
between the signs by a common reference to the notion of quantity. Notwithstanding various unclear points
relating to the conditions in which that survey was carried out, OHIM observes, in any event, that
approximately 11% of persons interviewed indicated that the word quantum' referred to some notion of
quantity, while slightly over 28% associated the word quantième' with that notion. In OHIM's opinion, not
only are those percentages inconclusive, but, in addition, the survey does not provide any indication as to
what proportion of the public interviewed replied that both words referred to the notion of quantity.

48. Fourthly, as regards the assessment of likelihood of confusion, OHIM observes, first of all, that given
that the goods covered by the marks are not purchased regularly, the average consumer will pay particular
attention to all aspects of those goods, including the marks under which they are sold. The consumer makes
those purchases after being visually confronted with the goods and the marks, and therefore the visual
differences between the marks assume particular importance. OHIM then asserts that the degree of protection
enjoyed by the earlier mark in France is intrinsically weak, since its verbal element is commonly used to
describe one of the characteristics of the goods in question. In those circumstances, it takes the view that there
is no likelihood of confusion between the marks, irrespective of whether or not some of the goods which they
designate are identical or highly similar. Finally, OHIM asserts that that conclusion is not called in question
by the error made by the Board of Appeal in taking into account the particular manner in which the goods
covered by the earlier mark are marketed for the purposes of assessing the likelihood of confusion.

49. The intervener takes the view, first, that the applicant is wrong to criticise the Board of Appeal for
having examined, for the purposes of comparing the signs and goods, the earlier mark as it is protected by its
registration in France and not as it was used.

50. Secondly, the intervener disagrees with the applicant's assertion that the figurative element of the mark
applied for is devoid of any distinctive character. According to the intervener, a figurative element, in contrast
to a verbal element, can never be exclusively descriptive. In the intervener's opinion, the Board of Appeal was
therefore right to take into consideration the figurative element of the mark applied for in comparing the signs.

51. In that respect, the intervener submits that the Board of Appeal was justified in excluding any visual
similarity between the signs.

52. As regards the phonetic comparison of the signs, the intervener submits that the syllable quan', which is
common to them, will probably be pronounced differently by the average reference consumer. In addition,
standard French pronunciation puts the emphasis on the final syllables - which are radically different - of the
signs. The intervener also disputes the results of the opinion survey produced by the applicant, in particular as
regards whether it is truly representative and as regards the absence of any information on the level of
education of those interviewed. On that latter point, the intervener states that such information would have
been relevant in order to establish what proportion of consumers would pronounce the verbal element of the
mark applied for taking into account the Latin origin of the word and therefore would pronounce it differently
from the word quantième'.

© An extract from a JUSTIS database



62003A0147 European Court reports 2006 Page 00000 9

53. According to the intervener, it follows that the Board of Appeal's finding of a phonetic similarity between
the signs is wrong. It requests in that regard, in substance, that the Court rectify that error which adversely
affects it.

54. The intervener denies that there is any conceptual similarity between the signs, concurring in substance
with the arguments put forward by OHIM.

55. Thirdly, as regards the absence of likelihood of confusion between the marks, the intervener takes the
view that the conclusion reached by the Board of Appeal is correct. The intervener agrees with the applicant
that the conditions in which a given product is marketed must be considered in relation to objective situations,
but submits that precisely that approach was taken in the present case. In the intervener's opinion, the earlier
mark belongs to the category of so-called private labels' or store brands' which are conceived and used
exclusively by major retail chains. Goods designated by such marks must therefore be regarded as belonging
to a separate category of goods, in particular on account of the manner in which they are marketed, thus
justifying the approach taken by the Board of Appeal.

56. The intervener further submits that the conditions under which the applicant's goods are marketed were
taken into consideration by the Board of Appeal not as a factor to weigh against other circumstances
established in the contested decision, but as a factor which leads consumers to assume that they will find the
goods covered by the earlier mark only in E. Leclerc shopping centres, as happens with all goods bearing a
private label. On the other hand, those general conditions in which the goods covered by the earlier mark are
marketed are likely to influence the attitude of average consumers when confronted with goods covered by the
mark applied for in other retail points. In addition, the intervener rejects the applicant's claim that the
contested decision infringed general principles of trade mark law'.

57. Nevertheless, while it has no bearing on the conclusion reached by the Board of Appeal, the intervener
criticises the latter for failing to take sufficient account of the very weak distinctiveness of the earlier mark in
its global assessment. In the intervener's view, recognition of that factor by the Board of Appeal would have
been sufficient of itself to preclude all likelihood of confusion between the marks. It therefore requests the
Court of First Instance to find that the Board of Appeal erred in law in that respect.

Findings of the Court

58. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.

59. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings constitutes a
likelihood of confusion. According to the same line of case-law, the likelihood of confusion must be assessed
globally, in accordance with the relevant public's perception of the signs and of the goods and services in
question, and taking into account all factors relevant to the circumstances of the case, in particular the
interdependence of the similarity between the signs and that between the goods or services covered (see Case
T-162/02 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR
II-2821, paragraphs 31 to 33, and the case-law cited).

60. It is settled case-law that the global assessment of the likelihood of confusion, as far as concerns the
visual, aural or conceptual similarity of the marks in question, must be based on the
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overall impression given by the marks, bearing in mind, inter alia, their distinctive and dominant components
(Case T-292/01 Philips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR
II-4335, paragraph 47, and the case-law cited).

- The relevant public

61. Since the earlier national mark was registered in France, the relevant public is the French public.
However, OHIM and the intervener take the view that, having regard to the goods covered by the marks, the
relevant public is made up of both average consumers and watch industry professionals.

62. There is no need to decide that question, in so far as the examination of the likelihood of confusion on
the part of the average French consumer is sufficient in this case. If there is no likelihood of confusion on the
part of that average consumer, as the Board of Appeal found, that circumstance suffices for the action to be
dismissed, since that assessment is particularly true for the professional' section of the relevant public which,
by definition, has a higher level of attention than the average consumer. It is only should the Court consider
that the Board of Appeal wrongly excluded the likelihood of confusion that it might be necessary to determine
whether there was also such a likelihood of confusion in respect of the goods covered by the mark applied for
and used by those professionals.

63. However, in the case of goods such as those covered by the marks in question here, which are not
purchased regularly and are generally bought through a salesperson, the average consumer's level of attention,
as the Board of Appeal rightly found, must be taken to be higher than usual, and therefore fairly high.

- Comparison of the goods

64. It is common ground that the goods covered by the marks are in part identical and in part similar, as
found in the contested decision.

- Comparison of the signs

65. Before examining the visual, phonetic and conceptual comparison of the signs carried out by the Board
of Appeal, it is necessary to reject the applicant's argument that the Board of Appeal ought to have examined
the earlier national mark not as it was registered but as it was used, by the sign reproduced in paragraph 10
above.

66. It is important to note that, under the provisions of Regulation No 40/94 governing examination of
opposition to registration of a Community trade mark, the purpose of demonstrating genuine use of an earlier
national mark is to provide a means for its proprietor, at the express request of the Community trade mark
applicant, to furnish proof that during the period of five years preceding the date of publication of the
Community trade mark application its mark has been put to actual and genuine use on the market. In
accordance with Article 15(2)(a) and Article 43(2) and (3) of Regulation No 40/94, that proof also applies
where the sign used differs from the earlier mark as it was registered in elements which do not alter the
distinctive character of the mark. In the absence of such demonstration, in particular if the elements used alter
the distinctive character of the earlier mark, or in the absence of demonstration of justifiable grounds for lack
of use, the opposition must be dismissed. Accordingly, demonstration of genuine use of an earlier mark in
connection with opposition proceedings has neither the aim nor the effect of granting its proprietor protection
for a sign or elements of a sign which have not been registered. Accepting the opposite argument would lead
to unlawful extension of the protection enjoyed by the proprietor of an earlier mark which is the basis of an
opposition to registration of a Community trade mark.

67. In this case, since the applicant registered only the earlier mark as reproduced in paragraph 5 above,
which is the basis of the opposition on which the Board of Appeal was asked to rule in
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the contested decision, only that mark enjoys the protection accorded to earlier registered trade marks. It is
therefore also that mark which, for the purposes of examination of the opposition, had to be compared with
the mark applied for, as the Opposition Division and the Board of Appeal legitimately did, in respect of the
goods for which the proof of genuine use had been furnished by the applicant, in this case watches and watch
bands or straps' in Class 14.

68. That being the case, it is necessary to determine whether the contested decision is lawful as regards the
visual, phonetic and conceptual comparison of the signs.

69. As regards the visual comparison, in paragraphs 31 to 33 of the contested decision the Board of Appeal
found as follows:

31. Visually, the earlier mark consists of the word Quantième in a not very fancy typeface. The letter Q,
which appears somewhat rounder, is not so different from the usual letter Q. Indeed, in the extract of the
Larousse English/French Dictionary 1995 which the opponent provided, the section containing the words
beginning with that letter are headed by the letter Q, which is not so dissimilar from the letter Q appearing in
the registered trade mark. The black line above that mark is not a part of the mark. There is nothing in the
earlier mark that would draw the attention of the relevant public to the letter Q per se.

32. As regards the mark applied for, although [in] the contested decision [the Opposition Division] considers
that it includes a device resembling ... an abstract dial of a clock or watch in the form of the letter Q, it
concludes that the word QUANTUM, which is not in a very fancy typeface, is the dominant element. From
the brochures and press cuttings in the file, it is obvious that it is not unusual for signs on watches to bear a
symbol that is centred above the wording or name as in the mark applied for. Furthermore, it is not unusual
for that symbol to consist of a fanciful rendering of letters which carries an immediate association with the
wording or name as in the case of the mark applied for. It is likely that the average consumer, who is
accustomed to seeing logos set out in the same way, will construe it as a distinctive and fanciful logo and not
as a mere clock devoid of any message as to the indication of origin.

33. Visually, the marks are similar to the extent that they each contain the prefix Quant. They differ to the
extent that the mark applied for includes a logo which the average consumer will perceive as a shorthand
representation of the word Quantum mark. In the earlier registered mark, the average consumer is unlikely to
focus on the letter Q since there is no particular reason why the consumer's attention should be drawn to that
letter.'

70. It is common ground that the Board of Appeal took the view that there was no visual similarity between
the signs.

71. However, the Court holds that there is such a similarity.

72. As the Board of Appeal rightly stated, the signs have the prefix quant' in common. In addition, as the
applicant emphasised, they have the letter m' in common. Visually, the verbal elements of the signs therefore
share six letters, including the first five of each sign. Although the consumer often attaches importance to the
first part of words (see, to that effect, Joined Cases T-183/02 and T-184/02 El Corte Inglés v OHIM -
Gonzalez Cabello and Iberia Líneas Aéreas de España (MUNDICOR) [2004] ECR II-0000, paragraph 81), his
visual attention may focus just as much on the last letters of the signs, in view of the limited length of those
signs (see Case T-117/02 Grupo El Prado Cervera v OHIM - Debuschewitz (CHUFAFIT) [2004] ECR
II-0000, paragraph 48). In this case, although the verbal element of the mark applied for is fairly short, it
must be noted that the last letter, m', is the same as one of the last four letters of the earlier mark. In
addition, as the Board of Appeal noted, the typeface of the signs is ordinary. Visually, the verbal elements of
the signs are therefore similar.
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73. It must however be determined whether, as the Board of Appeal implies, without however concluding its
argument clearly, and as submitted by the intervener in its written pleadings, the position of the figurative
element above the verbal element of the mark applied for serves to rule out any visual similarity between the
signs.

74. It must be noted in that regard, first, that the relevant public will not generally consider a descriptive
element forming part of a compound mark as the distinctive and dominant element of the overall impression
conveyed by that mark (see, to that effect, Case T-129/01 Alejandro v OHIM - Anheuser-Busch
(BUDMEN) [2003] ECR II-2251, paragraph 53, and CHUFAFIT , cited in paragraph 72 above, paragraph
51).

75. In this case, it is clear that, as OHIM accepted, the reproduction of a face of a watch or clock does not
have any particular distinctive character for the goods in respect of which the intervener has applied for
registration of a Community trade mark.

76. Furthermore, with regard to the assessment of the dominant character of one or more given components
of a compound trade mark, in addition to the intrinsic qualities of each of the components, account may be
taken of the relative position of the various components within the arrangement of the compound mark (see,
to that effect, Case T-6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR
II-4335, paragraph 35).

77. In this case, it suffices to note that the figurative element is positioned above the central verbal element
of the mark applied for, which does not mean that that element may be considered to dominate, from the
visual point of view, the image which the public will retain of the mark applied for. In that respect, in the
large majority of cases the relevant public will be confronted with the mark applied for at the time of
purchase of watches, and as a general rule the marks are represented on the faces of those watches. However,
since the size of those faces is relatively small, it will be difficult to visually perceive the representation of
figurative elements if, as in this case, those elements are not centred in the arrangement of the compound
mark, but appear above the verbal element of the mark applied for.

78. In those circumstances, it must be held that the signs are visually similar.

79. As regards the phonetic comparison of the signs, the Board of Appeal made the following assessment in
paragraph 34 of the contested decision:

Phonetically, since the symbol [appearing] in the mark applied for is likely to be taken as a fanciful
abbreviation of the word Quantum, the mark applied for is likely to be uttered as simply Quantum.
Furthermore, it is unlikely that the relevant public will pronounce the word correctly as kwäntom (see Le
Robert électronique ), particularly since the word is used in very specific contexts and the relevant public
will not perceive it as a Latin word. The syllable quan- in the mark applied for will, like that in the earlier
mark, be pronounced as kan-. There is thus a certain degree of phonetic similarity even though the endings
(-tom or -toum in the mark applied for and -tjem in the earlier mark) are likely to differ and the earlier mark
might be pronounced in three syllables.'

80. That assessment is essentially correct.

81. As regards pronunciation, it is indeed unrealistic to think that the average French consumer will
pronounce the mark applied for with reference to the Latin pronunciation of the word quantum', namely
kwäntom'. It should be noted in that respect that the survey produced by the applicant during the
administrative procedure and annexed to its application initiating proceedings supports that assessment.
According to that survey, carried out on a representative sample of the French population of 984 people on 30
May and 1 June 2002, 79.5% of persons questioned pronounced the mark applied for either as kantom' or
kantoum'.
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82. On that point, the intervener's criticism that the survey was not representative, in particular because there
was no indication of the level of education of the persons questioned, which would have been relevant to
establish what proportion of consumers pronounce the verbal element of the mark applied for in the light of
the Latin origin of the word and therefore differently from the word quantième', cannot be accepted. First, the
intervener does not substantiate in any way its contention that the results of the survey are irrelevant, whereas
it appears that that survey was carried out methodically and under objective conditions. Nor does the
intervener put forward any reasons to explain how the Board of Appeal erred in referring to the results of that
survey in the contested decision. Secondly, since the sample of the French population was, by definition,
representative' of that population, the survey could not fail to take into account the level of education of that
population, as reflected indirectly by the tables relating to the composition of the sample. Moreover, the
intervener has failed to have regard to the fact that the relevant public is made up of average French
consumers, who cannot be presupposed to have knowledge of Latin and of pronunciation, which is in any
case inconsistent, of Latin words.

83. It follows that, as a rule, the relevant public will pronounce the mark applied for as kantom' or even
kantoum', while it will generally pronounce the earlier mark as kantjm' without splitting that pronunciation
into three syllables, as the results of the survey cited above also highlight.

84. In spite of the sound o' or ou' in the mark applied for and the sound j' in the earlier mark, the marks
have, as well as the sound kant', the final sound of the letter m' in common.

85. It must therefore be held that the signs are phonetically similar.

86. As regards the conceptual comparison of the signs, the Board of Appeal stated as follows in paragraphs
35 to 38 of the contested decision:

35. Conceptually, the marks have distinct meanings. The meaning of the word Quantum varies depending on
the field of application. In philosophy it means a finite and determined quantity, and in the science of physics
it refers to a discrete quantity of electromagnetic energy proportional in magnitude to the frequency of
radiation it represents (Valeur discrète à laquelle ou aux multiples de laquelle correspond une manifestation
d'énergie. Quantum d'action... Le quantum d'énergie électromagnétique est proportionnel à la fréquence de la
radiation (il correspond à cette fréquence multipliée par la constante de Planck, - elle-même parfois désignée
sous le nom de quantum - see Le Robert électronique) . According to that dictionary, the word is also
encountered in computing terminology as Quantum de temps: durée élémentaire maximale d'un programme,
dans les systèmes en temps partagé' d'un ordinateur. Furthermore, it is clear from Le Robert &amp;
Collins du management commercial financier économique juridique dictionnaire (1992) that the word is used
in the legal or administrative field in the sense of the amount of damages (quantum des dommages-intérêts ).
The field of application of that word being specific, the average consumer will not have a precise idea of any
of the above meanings, although he might, if he were to have studied physics to even a basic level,
understand that it is a scientific term.

36. As to the word Quantième, Le Robert électronique defines it, firstly, as either an adjective or an
interrogative adjective meaning which rank or numerical order (for example, Je ne sais à la quantième visite
ce fut (Furetière, Roman bourgeois, II ). Le quantième êtes-vous? Le sixième ), and secondly as a noun,
meaning the day of the month designated by a number from 1 to 31 as appropriate (Le jour du mois, désigné
par un chiffre (de premier, deux..., à trente ou trente et un). Le quantième, quel quantième sommes-nous? -
Date, jour (du mois); et aussi combien... Cette montre marque les quantièmes) . It is clear from the indications
accompanying that word, and the opinion of Professor Jean-Pierre Lassalle, submitted by the opponent, that
only the adjective is outdated. The noun in the second sense is not outdated, and it even describes the
indication of the day of the month on watches. Notwithstanding, since the term is not an everyday term, the

© An extract from a JUSTIS database



62003A0147 European Court reports 2006 Page 00000 14

average consumer will not have an immediate understanding of its precise meaning. Nonetheless, if that
average consumer were to seek the advice of a sales assistant or a retailer of watches, who [on] the contrary
would have a precise understanding of its meaning as an indication of the month on watches and clocks, the
possibility that that consumer might also become aware of the precise meaning of that word cannot be
excluded.

37. Whilst, from the very survey the opponent provides, it is clear that some of the average consumers could
take the mark applied for as alluding to the notion of a quantity, they are fewer in number than those who
would perceive the earlier mark as a reference to a quantity. Although many consumers might claim that they
think they know what the word quantième means, an even greater majority will even proffer a meaning to the
word quantum. The proportion is higher in the first case because the stem quanti- carries with it an
association with the notion of quantity. [On the other hand], this is not obvious in the case of the prefix
quant- in the mark applied for which carries with it an association with the preposition quant.

38. From the perspective of those consumers who understand the precise meaning of the terms, or the
meaning of one term, whether precise or in the allusive sense, the marks will be conceptually different. From
the perspective of those consumers who do not understand their meaning, the conceptual factor is of minimal
importance in the comparison [of the signs].'

87. It may be observed, first of all, that the Board of Appeal did not reach a clear conclusion that there is a
conceptual difference between the signs for the relevant public.

88. Next, it should be noted that, first, as the Board of Appeal found, the meaning of the verbal elements of
the signs will not be understood immediately by the average French consumer, in particular on account of the
technical and specialised fields in which those terms are used. Admittedly, as the Board of Appeal states, it is
possible that the average consumer perceives the word quantum' as a scientific term. However, that does not
imply that he will ascribe to it a particular meaning.

89. Nevertheless, as the intervener rightly stated at the hearing, it is also appropriate, in that respect, to attach
some importance to the objective circumstances in which the marks may be present on the market (see
BUDMEN , cited in paragraph 74 above, paragraph 57, and Joined Cases T-117/03 to T-119/03 and
T-171/03 New Look v OHIM - Naulover (NLSPORT, NLJEANS, NLACTIVE and NLCollection [2004]
ECR II-0000, paragraph 49), in particular the circumstances in which watches and clocks are marketed Those
goods are generally sold through a salesperson who, in particular, will lavish advice on the buyer and will
probably explain the technical details and design of the goods in question. In those circumstances, it is
possible for the average consumer to be aware of the meaning of the verbal element quantième' in the earlier
mark, which is particularly used in the watch and clock trade.

90. That is also the reason why, on the conceptual level, the results of the survey cited above, produced by
the applicant, cannot be accorded as much importance as the latter claims. Although it is true that, of the
number of persons questioned who ascribed a meaning to both words, more than 69% of the replies for the
word quantième' and more than 45% of the replies for the word quantum' referred to the notion of quantity,
that survey, carried out at the home of each person questioned, did not take account of the objective
circumstances in which the respective marks are present, or may be present, on the market.

91. It follows that whilst as a general rule the public concerned will not immediately attribute a precise
meaning to the verbal elements of the marks, it may be able to ascribe a meaning to the verbal element of the
earlier mark, having regard to the objective circumstances in which the goods protected by the marks are
marketed. There is therefore some conceptual difference between the signs.
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92. It follows from all those considerations that the signs are visually and phonetically similar and present
conceptual differences.

- Likelihood of confusion

93. In this case the Board of Appeal considered that there was no likelihood of confusion between the marks
on the basis of the reasoning set out in paragraphs 39 and 40 of the contested decision.

94. Its analysis was set out as follows:

39. ... [A]lthough the goods in the application are identical or similar in nature and purpose to [the goods
covered by the earlier mark], and in addition those that are accessories complement [those goods] in nature
and purpose, from the circumstances of the case it is clear that since watches bearing the earlier mark are
only sold through the E. Leclerc chain and watches bearing other marks are not sold there, goods [of both
marks] will not be sold alongside one another or in the same department stores.

40. Taking into account the circumstances under which the goods bearing the earlier mark have been
marketed and the fact that watches [and watch] straps and bands bearing the earlier mark may only be sold to
the end consumer in the E. Leclerc department stores, the Board does not consider that the visual and
phonetic similarities between the marks and their possible common conceptual allusion to the notion of a
quantity will lead the average consumer, were he to see the mark applied for on watches, clocks, watch straps,
watch chains/bracelets, watch bands, cases for watches and for clocks in outlets other than the E. Leclerc
stores, to consider that those goods originate from the opponent undertaking or an undertaking connected to it.'

95. That reasoning cannot be upheld.

96. According to settled case-law, assessment of the likelihood of confusion implies some interdependence
between the relevant factors, and in particular a similarity between the trade marks and between the goods or
services covered. Accordingly, a lesser degree of similarity between these goods or services may be offset by
a greater degree of similarity between the signs (see, by analogy, Case C-39/97 Canon [1998] ECR I5507,
paragraph 17, and, as regards application of Regulation No 40/94, GIORGIO BEVERLY HILLS , cited in
paragraph 59 above, paragraph 32).

97. In this case, it is not disputed that the goods covered by the marks are in part identical and in part
similar. It follows that, in order to remove the likelihood of confusion, that identity and similarity must be
offset by a high degree of difference between the signs. As was noted above, the signs are visually and
phonetically similar, whereas they present a certain conceptual difference.

98. It is true that, according to case-law, a conceptual difference between the marks at issue may be such as
to counteract to a large extent the visual and aural similarities between those signs (BASS , cited in
paragraph 60 above, paragraph 54). However, for there to be such a counteraction, at least one of the marks
at issue must have, from the point of view of the relevant public, a clear and specific meaning so that the
public is capable of grasping it immediately.

99. However, in this case, as the Court has observed, the relevant public cannot have an immediate grasp of
the specific meaning either of the verbal element quantième' of the earlier mark or of the verbal element
quantum' of the mark applied for.

100. In those circumstances, the conceptual difference between the signs is not such as to counteract to a
large extent the visual and phonetic similarities found between those same signs.

101. The Board of Appeal considered, however, that the particular circumstances in which the goods covered
by the earlier mark were marketed made it possible to rule out any likelihood of confusion between the
marks.
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102. In that regard, as a matter of principle and as the applicant and OHIM submit, that criterion must not
be considered when examining the likelihood of confusion.

103. According to case-law, in the global assessment of the likelihood of confusion the respective weight to
be given to the visual, phonetic or conceptual aspects may vary on the basis of the objective circumstances in
which the marks may be present on the market (see BUDMEN , cited in paragraph 74 above, paragraph 57,
and NLSPORT, NLJEANS, NLACTIVE and NLCollection , cited in paragraph 89 above, paragraph 49). It
should be noted in that respect that the usual' circumstances in which the goods covered by the marks are
marketed must be taken as a benchmark, that is, those which it is usual to expect for the category of goods
covered by the marks. In this case, for watches and watch bands or straps, those conditions generally include
purchase through a salesperson, without the consumer having direct self-service access to those goods.

104. Consideration of the objective circumstances in which the goods covered by the marks are marketed is
fully justified. The examination of the likelihood of confusion which the OHIM authorities are called on to
carry out is a prospective examination. Since the particular circumstances in which the goods covered by the
marks are marketed may vary in time and depending on the wishes of the proprietors of the trade marks, the
prospective analysis of the likelihood of confusion between two marks, which pursues an aim in the general
interest, that is, the aim that the relevant public may not be exposed to the risk of being misled as to the
commercial origin of the goods in question, cannot be dependent on the commercial intentions, whether
carried out or not, and naturally subjective, of the trade mark proprietors.

105. On the other hand, the OHIM authorities are permitted to take into account the objective conditions
under which the goods are marketed, in particular in order to determine the respective weight to be given to
the visual, phonetic and conceptual aspects of the marks. Thus, if the goods covered by a given mark are only
sold on oral request, the phonetic aspects of the sign in question are bound to have greater significance for
the relevant public than the visual aspects (see, to that effect, NLSPORT, NLJEANS, NLACTIVE and
NLCollection , cited in paragraph 89 above, paragraph 49).

106. In that respect, the Court cannot accept the intervener's argument that the Board of Appeal did indeed
take into consideration, in this case, the objective circumstances in which the applicant's goods are marketed in
so far as those goods are covered by a category of marks which is sui generis , namely private labels or
store brands. That claim fails to have regard, first, to the fact that the goods bearing the earlier mark are not
present on the shelves of E. Leclerc shopping centres but in specialised points of sale which may be situated
in the shopping arcade surrounding those centres, and, secondly, the fact that, including in shopping centres,
store brands coexist on the market with other brands, covering identical or similar goods, of other proprietors.

107. It follows that by taking into consideration in the assessment of the likelihood of confusion between the
marks the particular circumstances in which the goods covered by the earlier mark are marketed, the temporal
effect of which is bound to be limited and necessarily dependent solely on the business strategy of the
proprietor of the mark, the Board of Appeal erred in law.

108. For all of those reasons, the Board of Appeal should not have discounted the existence of a likelihood
of confusion between the respective marks on the part of the average French consumer.

109. That assessment is not undermined by the argument put forward by OHIM and the intervener that the
earlier mark can enjoy only limited protection because its distinctiveness is weak.

110. Although it is true that the more distinctive the earlier mark, the greater will be the likelihood of
confusion (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 24), in this case the identity and similarity
of the goods covered by the respective marks, combined with the visual and phonetic
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similarity of the signs they consist of, without those similarities being offset to a large extent by the
conceptual difference between those signs, suffice to create a likelihood of confusion within the meaning of
Article 8(1)(b) of Regulation No 40/94 on the part of the average French consumer. Since likelihood of
confusion is the specific prerequisite for protection of the earlier mark, that protection applies irrespective of
whether the earlier mark has only weak distinctiveness.

111. Finally, as regards the alleged absence of likelihood of confusion in that proportion of the relevant
public made up of professionals, it must be pointed out that the accessories referred to in Class 14 among the
goods in respect of which registration of the mark is applied for are not strictly limited to use by those
specialists and cannot be dissociated from other goods in respect of which the Community trade mark is
applied for. Accordingly, the finding that there is a likelihood of confusion on the part of the average French
consumer suffices for there to be a likelihood of confusion between the marks on the part of the relevant
public.

112. The second plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94, must therefore be
upheld and the applicant's claim for annulment allowed, without the need to examine the first plea relied on
by it.

113. It follows that there is no need to adjudicate on the applicant's second head of claim in which refusal of
registration of the trade mark applied for is sought, since under Article 63(6) of Regulation No 40/94 OHIM
must, in any event, take the measures necessary to comply with the judgment of the Court.

Costs

114. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is
to be ordered to pay the costs if they have been applied for in the successful party's pleadings. In this case,
the applicant applied for OHIM to be ordered to pay the costs of these proceedings. Since OHIM has been
unsuccessful, the applicant's claims must therefore be allowed and OHIM ordered to pay the costs incurred by
the applicant in the proceedings before the Court.

115. The applicant also applied for the intervener to be ordered to pay the costs incurred by it in the
administrative proceedings before OHIM. Under Article 136(2) of the Rules of Procedure, costs necessarily
incurred by the parties for the purposes of the proceedings before the Board of Appeal are to be regarded as
recoverable costs. However, that does not apply to costs incurred for the purposes of the proceedings before
the Opposition Division. Accordingly, the applicant's request that the intervener, having been unsuccessful, be
ordered to pay the costs of the administrative proceedings before OHIM can be allowed only as regards the
costs necessarily incurred by the applicant for the purposes of the proceedings before the Board of Appeal.

DOCNUM 62003A0147

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2006 Page 00000

© An extract from a JUSTIS database



62003A0147 European Court reports 2006 Page 00000 18

DOC 2006/01/12

LODGED 2003/04/30

JURCIT 31991Q0530-A136P2 : N 115
31994R0040-A08P1LB : N 32 - 112
31994R0040-A15P2 : N 20 - 31 66 67
31994R0040-A43P2 : N 26 - 31 66 67
31994R0040-A43P3 : N 20 - 31 66 67
31994R0040-A63P6 : N 113
61995J0251 : N 110
61997J0039 : N 96
62001A0006 : N 76
62001A0129 : N 74 89 103
62001A0156 : N 26 96
62001A0162 : N 59
62001A0292 : N 60 98
62002A0117 : N 72 74
62002A0183 : N 72
62003A0117 : N 89 103 105

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

MISCINF POURVOI : C-171/06

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA France

PROCEDU Application for annulment - successful

DATES of document: 12/01/2006
of application: 30/04/2003

© An extract from a JUSTIS database



62003A0130 European Court reports 2005 Page 00000 1

Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)September 2005. Alcon Inc. v Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Earlier national word mark TRIVASTAN - Application for Community word

mark TRAVATAN - Relative ground for refusal - Likelihood of confusion - Article 8(1)(b) of Regulation
(EC) No 40/94. Case T-130/03.

In Case T-130/03,

Alcon Inc., established in Hünenberg (Switzerland), represented by G. Breen, Solicitor, and J. Gleeson,
Barrister,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Palmero Cabezas and S. Laitinen, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Biofarma SA, established in Neuilly-sur-Seine (France), represented by V. Gil Vega, A. Ruiz Lopez, and D.
Gonzalez Maroto, lawyers,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 30 January 2003 (Case R
968/2001-3) concerning opposition proceedings between Alcon Inc. and Biofarma SA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber)

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: C. Kristensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 17 April 2003,

having regard to the response of OHIM lodged at the Registry of the Court of First Instance on 17 October
2003,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 6
October 2003,

further to the hearing on 14 April 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute
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1. On 11 June 1998, Alcon Inc. filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the word mark TRAVATAN.

3. The goods in respect of which registration of the trade mark was sought are in Class 5 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
Ophthalmic pharmaceutical preparations'.

4. The application was published in Community Trade Marks Bulletin No 23/99 of 22 March 1999.

5. On 22 June 1999, Biofarma SA filed an opposition under Article 42 of Regulation No 40/94 against the
registration of that Community trade mark. The ground relied on in support of the opposition was that referred
to in Article 8(1)(b) of Regulation No 40/94. The opposition was based on the existence of the national word
mark TRIVASTAN, registered in Italy on 27 January 1986 under No 394980.

6. The opposition was filed against all goods covered by the trade mark application. It was based on all the
goods covered by the earlier mark, namely Pharmaceutical, veterinary and hygiene products; dietary products
for infants or patients; plasters; materials for dressings; tooth fillings and dental impressions; disinfectants;
herbicides and pesticides', in Class 5.

7. By letter of 5 May 2000, the applicant requested that the intervener furnish proof, in accordance with
Article 43(2) and (3) of Regulation No 40/94, that the earlier mark had, during the period of five years
preceding the date of publication of the Community trade mark application, been put to genuine use in the
Member State in which it is protected in connection with all the goods on which the opposition is based. By
letter of 29 May 2000, the Opposition Division requested the intervener to furnish such proof within two
months.

8. On 28 July 2000, the intervener sent documents to OHIM intended to demonstrate genuine use of the
earlier mark in Italy. In particular, among these documents were invoices, the explanatory notice relating to
the intervener's medicinal product, an extract from the Italian directory L'Informatore Farmaceutico and an
extract from the Pharmaceutical Trade Mark Directory.

9. By decision of 26 September 2001, the Opposition Division found that the use of the earlier mark was
proven in respect of a specific pharmaceutical product, namely a peripheral vasodilator intended to treat
peripheral and cerebral vascular disturbance and vascular disorders of the eye and ear', and it allowed the
opposition for all the goods claimed. It therefore refused registration of the mark applied for on the ground
that there was a risk of confusion, including the risk of association, in Italy, given the fact that the marks
were similar both visually and phonetically and that there was a degree of similarity between the goods.

10. On 13 November 2001, the applicant filed an appeal with OHIM against the decision of the Opposition
Division pursuant to Articles 57 to 62 of Regulation No 40/94.

11. By decision of 30 January 2003 (the contested decision'), the Third Board of Appeal dismissed the appeal.
It essentially held that, since the goods designated by the marks at issue displayed a high degree of similarity
and there were considerable visual and phonetic similarities between the marks, there was a likelihood of
confusion, including a likelihood of association, between the goods in question.

Forms of order sought
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12. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

13. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

14. The intervener contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

15. In support of its action, the applicant relies essentially on two pleas in law in its application. The first
plea alleges infringement of Article 43(2) and (3) of Regulation No 40/94, in that the evidence of genuine use
submitted by the intervener does not demonstrate that the earlier mark was actually used in respect of
ophthalmic products. The second plea alleges infringement of Article 8(1)(b) of that regulation.

16. At the hearing the applicant also raised a plea alleging infringement of Article 43(2) and (3) of Regulation
No 40/94, in so far as the conditions concerning genuine use of the earlier mark were not satisfied.

Admissibility of the plea in law submitted at the hearing

17. At the hearing the applicant referred to the judgment of the Court of First Instance of 8 July 2004 in Case
T-334/01 MFE Marienfelde v OHIM - Vétoquinol (HIPOVITON) , not yet published in the ECR, in order to
claim that the conditions concerning genuine use were not satisfied, in particular because of the low volume
of sales of the earlier mark.

18. OHIM and the intervener take the view that the plea or argument submitted at the hearing is inadmissible,
given that it was submitted for the first time before the Court of First Instance.

19. Under the first paragraph of Article 48(2) of the Rules of Procedure of the Court of First Instance, no
new plea in law may be introduced in the course of the proceedings unless it is based on matters of law or of
fact which come to light in the course of the procedure.

20. It should first be observed that, in its application, the applicant did not complain that the Board of Appeal
had infringed Article 43(2) and (3) of Regulation No 40/94 in so far as the conditions concerning genuine use
of the earlier mark were not satisfied, but only in so far as the evidence of genuine use submitted by the
intervener did not show that the earlier mark had actually been used in respect of ophthalmic products.

21. Next, it must be noted that the applicant has entirely failed to establish the existence of new facts or law
within the meaning of the first subparagraph of Article 48(2) of the Rules of Procedure.

22. Consequently, the plea in law submitted at the hearing must be rejected as inadmissible.

23. In any event, even if that plea were to be interpreted as an argument related to the first plea put forward
in the application, it must be pointed out that the purpose of this action is to review the legality of the
decision taken by the Board of Appeal of OHIM (Case T-128/01 Daimler Chrysler v OHIM (grille) [2003]
ECR II-701, paragraph 18, and Case T-129/01 Alejandro v OHIM
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- Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 67). Therefore the Court's review cannot go
beyond the factual and legal context of the dispute as it was brought before the Board of Appeal (Case
T-194/01 Unilever v OHIM (ovoid tablet) [2003] ECR II-383, paragraph 16, and the judgment of 22 June
2004 in Case T66/03 Drie Mollen sinds 1818' v OHIM - Nabeiro Silveira (Galaxia), not yet published in the
ECR, paragraph 45).

24. In the present case, the Opposition Division found that the conditions concerning genuine use of the
earlier mark were satisfied. It is clear from the file that, during the procedure before OHIM, the applicant did
not dispute the fact, either before the Opposition Division or before the Board of Appeal, that the evidence
supplied by the intervener showed genuine use of the earlier mark in respect of a particular product. Before
the Opposition Division, the applicant even stated that it had noted the documents provided to prove use of
the trade mark TRIVASTAN in Italy' and proposed not to dispute this issue'. On the other hand, the applicant
asserted that the documents provided by the intervener did not indicate that the product in question, which
was covered by the earlier mark, had been used as an ophthalmic product, but merely that it could be used
for that purpose.

25. It follows from all the foregoing that the applicant's arguments can only be dismissed. Consequently, only
the pleas in law raised before OHIM, as set out in paragraph 15 above, will be examined on the merits.

First plea: infringement of Article 43(2) and (3) of Regulation No 40/94

Arguments of the parties

26. According to the applicant, the Board of Appeal was wrong to hold that the evidence of the use of the
earlier mark demonstrated that the latter was in genuine use in Italy in respect of ophthalmic products. The
documents submitted by the intervener merely indicated that the product could be used in respect of
ophthalmic treatment.

27. OHIM observes that, under Article 43(2) and (3) of Regulation No 40/94, the intervener was never under
an obligation to prove specific use of its mark in respect of the goods applied for. The use of a mark as a
trade mark means that the sign has been used for the purpose, inter alia, of operating as a link between the
goods and services covered by the mark and the person or company responsible for their marketing, that is to
say, its use as an indication of origin. The applicant does not contest that the documents submitted prove the
use of the earlier mark as a trade mark in relation to a product that could be used in respect of ophthalmic
treatment.

28. The intervener asserts that it has supplied evidence demonstrating that ophthalmic treatment was one of
the therapeutic indications of the product covered by the earlier mark approved by the Italian health authorities
and that that medicinal product was sold for several years (namely from 1995 to 1999). Proof that the
medicinal product has actually been taken by patients suffering from vascular disorders of the eyes cannot be
required.

Findings of the Court

29. It is to be noted, first of all, that, even if the applicant does not explicitly rely on Article 43(2) and (3) of
Regulation No 40/94, its arguments must be construed as relying on a plea alleging infringement of that
provision. Since the applicant claims, in essence, that the evidence of use produced by the intervener does not
demonstrate that the intervener used the mark in respect of ophthalmic products, that argument implies that the
possible infringement of that provision should be examined first, and that only afterwards should the possibly
erroneous comparison between the products be assessed within the context of Article 8(1)(b) of that regulation.

30. It was not disputed before OHIM that the earlier mark was used to designate a medicinal product.
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It is apparent from the file, and in particular from the explanatory notice relating to the intervener's medicinal
product and from an extract from the Italian directory L'Informatore Farmaceutico , that the mark
TRIVASTAN designates a peripheral vasodilator used in neurology, otorhinolaryngology, ophthalmology,
angiology and geriatrics and, more precisely, that it is indicated for the treatment of peripheral and cerebral
vascular disturbance and vascular disorders of the eye and ear'.

31. It should be noted that, if one of the therapeutic indications of a medicinal product is to treat vascular
disorders of the eye and it has been proven that that product was sold for several years, which is not
contested, it could have been used for treating such disorders. In those circumstances, it would be superfluous
and even difficult to require proof that the medicinal product was actually taken by patients suffering from
vascular disorders of the eyes.

32. Cons equently, it must be held that the Board of Appeal did not infringe Article 43(2) and (3) of
Regulation No 40/94 by concluding that the evidence provided by the intervener demonstrated genuine use of
the earlier mark in respect of a peripheral vasodilator intended to treat peripheral and cerebral vascular
disturbance and vascular disorders of the eye and ear'.

33. Consequently, the applicant's first plea in law must be dismissed.

Second plea: infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

34. The applicant submits that the goods at issue are not sufficiently similar to justify the finding of OHIM
and that the conflicting marks are not similar, having regard to their visual and aural differences; there is
therefore no likelihood of confusion or association between the marks.

35. As regards similarity, the applicant is of the opinion that OHIM did not properly consider the form of the
goods. The intervener's product is a tablet taken orally whereas the applicant's product takes the form of eye
drops.

36. In addition, as these products are only available on prescription and from pharmacies, consumers purchase
a product which has already been chosen and identified for them by a physician. The applicant submits that
since the trade mark TRAVATAN is used in relation to an ophthalmic product used in the treatment of
glaucoma, the appropriate medication is prescribed by a medical eye specialist, whereas TRIVASTAN is
prescribed by a medical specialist in the field of vascular disorders. Both products are therefore prescribed by
medical specialists and the respective prescriptions are filled and dispensed by pharmacists. It is highly
unlikely that a pharmacist would confuse the form of the products or their indications (that is to say, eye
drops for the treatment of glaucoma as opposed to a vasodilator in pill form generally used to treat the veins
of the body). The applicant states that the intervener's product appears to be a product for the general
treatment of vascular problems.

37. Furthermore, the applicant has deliberately confined the specification of its product to ophthalmic
pharmaceuticals for the treatment of glaucoma', thus diminishing further any similarity between the goods. The
Board of Appeal did not properly consider that factor.

38. As regards the similarity between the signs, the applicant submits, with regard to visual similarity, that,
based on an overall impression, although there are similarities, these are not sufficient to deem them visually
similar. Contrary to the Board of Appeal's findings, the two first letters of each word, t' and r' are not the
dominant part of the prefix to each trade mark, since the prefix tr' is meaningless without reference to the
vowel to which it is attached and it is that vowel which enables consumers to pronounce the syllable.
Consequently, the proper comparison should be between each syllable as a whole, namely the prefix tra' and
the prefix tri'.

39. As regards phonetic similarity, the applicant submits that the differences are sufficient to
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distinguish the trade marks, a fortiori where the phonetic differences are considered in combination with the
visual differences. There is quite a perceptible difference in the Italian pronunciation of tri' and tra'. Moreover,
the addition of the consonant s' gives the sound of TRIVASTAN a major phonetic difference.

40. As regards conceptual similarity, the applicant submits that the marks are different. The prefix tri' in the
earlier mark means triple' or three times' and the syllable vas' is indicative of vascular'. Consequently, the
meaning of the earlier mark TRIVASTAN is easily discernible by professionals such as doctors and
pharmacists since it means that the product is one having triple strength and used for vascular disorders. The
suffix tan' is meaningless and non-distinctive and, although common to both marks, it is also common to
many marks for goods in Class 5. The TRAVATAN mark applied for has no meaning as it is an invented
word, although the first four letters are derived from Travoprost' which is the international nonproprietary
name of the applicant's product.

41. Therefore, even if it were to be considered that there was a certain visual or phonetic similarity between
the signs, the effect of that similarity should not be overstated, having regard in particular to the difference
between the form that the two products take, and the healthcare context in which their sale arises.

42. In addition, the applicant states that the earlier mark is not intrinsically distinctive and that no proof of its
reputation has been put forward. When an earlier mark is not especially well known to the public and consists
of an image with little imaginative content, the mere fact that the two marks may be similar is not sufficient
to give rise to a likelihood of confusion (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 25).

43. Furthermore, the European Agency for the Evaluation of Medicines has granted authorisation for the
marketing throughout the European Union of the applicant's product bearing the trade mark TRAVATAN.

44. OHIM and the intervener support the findings of the Board of Appeal.

Findings of the Court

45. As set out in Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if, because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected. The likelihood of confusion includes the likelihood of association with the earlier trade mark.
Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means, inter alia, trade marks
registered in a Member State with a date of application for registration which is earlier than the date of
application for registration of the Community trade mark.

46. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

47. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception that the relevant public has of the signs and the goods or services in question, and taking
into account all factors relevant to the circumstances of the case, in particular the interdependent similarity
between the signs and between the goods or services covered (see Case T-162/01 Laboratorios RTB v OHIM
- Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to 33, and the
case-law cited).

48. In the present case, the earlier mark TRIVASTAN is registered in Italy, which therefore

© An extract from a JUSTIS database



62003A0130 European Court reports 2005 Page 00000 7

constitutes the relevant territory for the purposes of applying Article 8(1)(b) of Regulation No 40/94.

49. It is common ground that the products in question are medicinal products requiring a doctor's prescription
prior to their sale to end users in pharmacies. Consequently, the relevant public is composed not only of end
users, but also of professionals, that is doctors who prescribe the medicinal product and pharmacists who sell
that prescribed product.

50. In the light of the aforementioned considerations, it is necessary to compare, first, the goods concerned
and, second, the conflicting signs.

- Comparison of the goods

51. As a preliminary point, it is necessary to rule on the possible restriction of the list of goods claimed to
ophthalmic pharmaceuticals for the treatment of glaucoma' which the applicant claims to have made. In that
respect, it should be borne in mind that, for the purposes of applying Article 8(1)(b) of Regulation No 40/94,
the likelihood of confusion must be assessed in relation to all the goods specified in the trade mark
application. In order to be taken into consideration, a restriction of the list of goods or services specified in a
Community trade mark application must be made in accordance with certain detailed rules, on application for
amendment of the application filed, in accordance with Article 44 of Regulation No 40/94 and Rule 13 of
Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995
L 303, p. 1) (ovoid tablet, paragraph 13, and Case T-286/02 Oriental Kitchen v OHIM - Mou Dybfrost (KIAP
MOU) [2003] ECR II-4953, paragraph 30). Furthermore, the restriction of goods contained in an application
for a Community trade mark must be made expressly and unconditionally (see, to that effect, Case T-219/00
Ellos v OHIM (ELLOS) [2002] ECR II-753, paragraphs 61 and 62, and the judgment of 10 November 2004
in Case T-396/02 Storck v OHIM (shape of a sweet) , not yet published in the ECR, paragraph 20).

52. In the present case, the applicant stated, in the statement of grounds for the action of 28 January 2002, as
follows:

In order to assist the Board of Appeal, the applicants confirm that they are willing to limit the specification of
goods of application No. 847590 to ophthalmic pharmaceuticals for the treatment of glaucoma.'

53. It must be observed that that wording confirm that they are willing to' did not comply with the detailed
rules for restricting the specification of goods, since the applicant did not submit a request to amend the
application to that effect pursuant to the abovementioned provisions.

54. In those circumstances, the Board of Appeal cannot be criticised for failing to take account of the
restriction claimed to have been made of the goods contained in the application for the Community trade
mark.

55. The goods to be compared are therefore ophthalmic pharmaceutical products' and a peripheral vasodilator
intended for the treatment of peripheral and cerebral vascular disturbance and vascular disorders of the eye
and ear'.

56. In assessing the similarity of the goods or services concerned, all the relevant factors relating to those
goods or services themselves should be taken into account. Those factors include, inter alia, their nature, their
intended purpose and their method of use and whether they are in competition with each other or are
complementary (see, by analogy, Case C-39/97 Canon [1998] ECR I-5507, paragraph 23).

57. In the present case, as OHIM correctly points out, the products have the same nature (pharmaceutical
products), purpose (treatment of eye disorders whether or not provoked by vascular causes), consumers
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(professionals including physicians and pharmacists and real end-user, that is patients who suffer from eye
disorders) and distribution channels (typically pharmacies) and can be complementary. They could thus
undoubtedly be produced or sold by the same economic operators.

58. The applicant's argument that the products are not similar because the intervener's product is a tablet taken
orally, whereas the applicant's product takes the form of eye drops, must be rejected. That difference in the
way in which the medicinal product is administered is of less significance, in the present case, than the fact
that the two products have a common nature and purpose.

59. Furthermore, the applicant's argument that its medicinal product is prescribed by a medical eye specialist,
whereas the intervener's medicinal product is prescribed by a medical specialist in the field of vascular
disorders, is not relevant. Since the intervener's medicinal product may be used for the treatment of vascular
disorders of the eye, it cannot be ruled out that a medical eye specialist, rather than a medical specialist in the
field of vascular disorders, would treat a patient suffering from that type of disorder.

60. Consequently, since the product covered by the earlier mark may be used for the treatment of vascular
disorders of the eye, even if that product is intended for the general treatment of vascular problems, as the
applicant claims, it must be regarded as analogous to an ophthalmic pharmaceutical product, since in both
instances, the treatment of eye disorders is involved.

61. Consequently, the Board of Appeal did not err in finding that there was a high degree of similarity
between the products in question.

- Comparison of the signs at issue

62. As is clear from settled case-law, the global assessment of the likelihood of confusion, as far as concerns
the visual, aural or conceptual similarity of the conflicting signs, must be based on the overall impression
given by the signs, bearing in mind, inter alia, their distinctive and dominant components (Case T-292/01
Phillips Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335, paragraph
47, and the case-law cited).

63. The word signs to be compared are the following:

- TRAVATAN: trade mark applied for;

- TRIVASTAN: earlier mark.

64. The applicant asserts that the similarities between the signs are insufficient to establish their visual identity
and that the Board of Appeal wrongly isolated the first two letters of the signs at issue as the dominant
component of each trade mark instead of examining the first syllable as a whole.

65. The applicant's argument cannot be accepted. The Board of Appeal rightly found that, visually, the two
signs were nearly the same length and shared seven letters, t', r', v', a', t', a' and n', in the same order. It also
stated pertinently that the signs began with the same letters t' and r' and had the same ending in tan'. It must
be observed that the fact that the first two letters do not entirely form the first syllable is not relevant, in the
present case, when the signs are compared visually. It must therefore be concluded that the overall impression
created by those visual resemblances is that the signs are similar. The Board of Appeal was right to find that
the differences between the signs in question, caused by the fact that the third letter of each sign is different
(the vowels i' and a') and the presence of an additional letter in the earlier mark (the consonant s'), were not
capable of overriding that impression, since those elements were not very perceptible visually.

66. Consequently, it must be found that the Board of Appeal did not err in finding that the signs
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were similar visually.

67. As regards phonetic similarity, the applicant claims that the Board of Appeal failed to take sufficient
account of the phonetic impact of the distinct characteristics of the marks, which it deemed insignificant. The
differences between the signs are however sufficient to distinguish them phonetically, since they give rise to
clearly distinct pronunciation by Italian speakers.

68. In that respect, the Board of Appeal found that, since the average consumer only rarely has the chance to
make a direct comparison between the different marks but must rely on the imperfect phonetic impression of
them retained in his/her memory, taking into account the highly similar sound of the first two syllables of the
conflicting signs and the identical sound of the last syllable of the signs, that creates, in the mind of the
average consumer, the impression of a similar phonetic entity.

69. It must be pointed out that, as the intervener claims, both signs consist of words having the same phonetic
length, the same initial sound (tr'), the same final sound (the syllable tan'), fairly similar middle sounds
(va'/vas') and the same cadence, as the majority of the phonemes are identical and appear in the same order. It
should be noted that the existence of such a large number of common elements prevents Italian consumers
from clearly perceiving the small differences between those signs, which is liable to give rise to some
confusion on their part.

70. Consequently, the Board of Appeal did not err in finding that there was phonetic similarity between the
conflicting signs.

71. As regards the comparison of the signs from a conceptual point of view, the applicant asserts that the
signs are distinguishable in that respect, since TRAVATAN is devoid of meaning, while the first syllable of
the earlier mark TRIVASTAN means triple' and its second syllable vas' is an allusion to the adjective
vascular'. The only syllable common to both signs has no particular meaning or distinctive character in respect
of goods in Class 5.

72. The Board of Appeal found that the words trivastan' and travatan' have no significance for the Italian
consumer.

73. The Board of Appeal's assessment must be endorsed. It does not appear likely that the earlier mark
TRIVASTAN indicates to the relevant public, even if that public also includes professionals, that the product
is one having triple strength and used for vascular di sorders. Even if the public could understand tri' as being
a reference to triple', it is not obvious what triple' refers to. Moreover, as OHIM found, there are words in
Italian beginning with tri', but in which that tri' does not mean triple' at all (e.g. tributàrio' (fiscal or tributary)
or tribolàre' (to cause suffering)).

74. The words travatan' and trivastan' must therefore be considered to have no particular meaning for the
Italian consumer and, consequently, there is no conceptual similarity between the signs in question.

75. Consequently, it must be concluded that there is significant visual similarity and a phonetic similarity
between the conflicting signs but no conceptual similarity between them.

76. Given the significant similarity of the goods and the visual and phonetic similarity of the signs, it must be
found that there is a likelihood of confusion between the signs.

77. As regards the applicant's argument that no evidence of reputation has been adduced for the earlier mark,
it should be noted that the intervener has never relied on the reputation of its mark.

78. Furthermore, as regards the applicant's argument that the earlier mark is not intrinsically distinctive, it
must be held that the applicant provides no supporting evidence at all in that connection. In addition, the
Board of Appeal did not base its argument concerning the likelihood of confusion
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on the high level of intrinsic distinctiveness of the earlier mark. Although the distinctive character of the
earlier mark must be taken into account when assessing the likelihood of confusion (see, by analogy Canon ,
paragraph 24), it is only one factor among others involved in that assessment. Thus, even in a case involving
an earlier mark of weak distinctive character, there may be a likelihood of confusion on account, in particular,
of a similarity between the signs and between the goods or services covered (see, to that effect, the judgment
of 16 March 2005 in Case T-112/03 L'Oréal v OHIM Revlon - (FLEXI AIR) , not yet published in the ECR,
paragraph 61).

79. Moreover, as regards the reference by the applicant to the fact that the European Agency for the
Evaluation of Medicinal Products has granted it authorisation to market its product using the trade mark
TRAVATAN, it is sufficient to observe that, since the applicant made no mention thereof before OHIM and
failed to submit to it any evidence in that regard, that argument is inadmissible. Moreover, it is irrelevant in
the present case, since any such authorisation has no bearing on the assessment of likelihood of confusion in
connection with the application of Regulation No 40/94.

80. In those circumstances, it must be held that the degree of similarity between the goods and the signs at
issue is sufficiently high to warrant the conclusion that the public might believe that the goods or services in
question originate from the same undertaking or, as the case may be, from economically-linked undertakings.

81. The applicant's second plea in law and, consequently, the application in its entirety must therefore be
dismissed.

Costs

82. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM and the intervener, in accordance with the form of order
sought by those parties.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Reckitt Benckiser (España), SL
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Opposition proceedings - Likelihood of confusion - Proof of use of earlier mark -
Application for Community word mark ALADIN - Earlier national word mark ALADDIN - Articles

8(1)(b) and 43(2) and (3) of Regulation (EC) No 40/94. Case T-126/03.

In Case T-126/03,

Reckitt Benckiser (España), SL, established in Barcelona (Spain), represented by M. Esteve Sanz, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, I. de Medrano Caballero and A. Folliard-Monguiral, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM having been

Aladin Gesellschaft für innovative mikrobiologische Systeme GmbH, established in Luckenwalde (Germany),

ACTION brought against the decision of the First Board of Appeal of OHIM of 31 January 2003 (Case R
389/2002-1), relating to opposition proceedings between Reckitt Benckiser (España), SL, and Aladin
Gesellschaft für innovative mikrobiologische Systeme GmbH,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, V. Tiili and V. Vadapalas, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the application lodged at the Court Registry on 14 April 2003,

having regard to the response lodged at the Court Registry on 7 August 2003,

further to the hearing on 30 September 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 31 January 2003;

2. Orders OHIM to pay the costs.

Facts

1. On 20 March 1997, Lipolyt Gesellschaft für innovative mikrobiologische Systeme mbH, whose name was
subsequently changed to Aladin Gesellschaft für innovative mikrobiologische Systeme GmbH (the other party
before OHIM') submitted to the Office for Harmonisation in the Internal Market
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(Trade Marks and Designs) (OHIM), pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on
the Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for a Community trade mark.

2. The trade mark for which registration was sought was the word mark ALADIN.

3. The goods and services in respect of which registration of the mark was sought fall within Classes 1, 3, 35,
37 and 42 of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and corresponded originally
to the following description:

- Class 1: Bacterial preparations other than for medical and veterinary use; bases [chemical preparations];
mordants (included in Class 1); acids (included in Class 1); biochemical catalysts; chemicals used in industry
and science; acid proof chemical compositions; chlorine; chlorides; detergents (included in Class 1); water
softening preparations (scale removing preparations) included in Class 1; enzymes for industrial purposes;
enzyme preparations for industrial purposes; ferments for chemical purposes; preparations for the separation of
greases; sal ammoniac; volatile alkali [ammonia] for industrial purposes;

- Class 3: Cleaning, polishing, scouring and abrasive preparations; scouring solutions; preparations for cleaning
waste pipes; colour-removing preparations; stain-removing preparations (included in Class 3); varnish-removing
preparations; stain removers; oils for cleaning purposes; abrasive preparations (included in Class 3); turpentine,
for degreasing; all the aforesaid goods except textile auxiliary agents and auxiliary agents for the
metal-working industry;

- Class 35: Franchising services, namely providing of organisation and business know-how relating to
sanitation and pipe cleaning;

- Class 37: Building construction; installation services; cleaning of pipes and waste pipes; rental of cleaning
machines; disinfecting; varnishing; rat exterminating; corrosion proofing; sanding; extermination of vermin
other than for agriculture;

- Class 42: Technical consultancy and providing of expertise; development and design of processes and
apparatus and instruments for maintenance and cleaning of pipe systems; development and construction of
apparatus, instruments and sensors for remote control and picture transmission technology; computer
programming, except programs for diving computers.'

4. On 8 June 1998, the application was published in the Community Trade Marks Bulletin No 42/98.

5. On 8 September 1998, Reckitt &amp; Colman SA filed an opposition under Article 42 of Regulation No
40/94 against the application for registration in respect of all the goods in Class 3, relying on the grounds in
Article 8(1)(a) and (b) of that regulation. The opposition was based on the earlier national trade mark
ALADDIN' (the earlier mark'), registered in Spain under number 20 512 on 29 July 1912 and renewed on 16
May 1993, which designates goods in Class 3 of the Nice Agreement corresponding to the following
description: Polish for metals'.

6. The earlier mark was subsequently assigned to the applicant.

7. Upon request of 30 April 1999 by the other party before OHIM, the applicant was asked by OHIM to
furnish proof of genuine use of the earlier mark pursuant to Article 43(2) and (3) of Regulation No 40/94 and
Rule 22(1) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No
40/94 (OJ 1995 L 303, p. 1).

8. On 26 July 1999, the applicant submitted to OHIM, as proof of use of the earlier trade mark, copies of
invoices dispatched to a number of customers in Spain and brochures illustrating the range of goods marketed
by it.
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9. On 28 February 2000 the other party before OHIM restricted the list of goods in Class 3 for which it was
seeking registration of the mark, as follows:

Preparations for cleaning waste pipes for the metal-working industry, except textile auxiliary agents and
auxiliary agents'.

10. On 27 March 2000, the applicant, having been notified by the Opposition Division of the abovementioned
restriction, confirmed that it was maintaining its opposition against all the goods in Class 3.

11. By decision of 27 February 2002, the Opposition Division rejected the opposition brought on the basis of
Article 8(1)(a) and (b), Articles 42 and 43 of Regulation No 40/94 and Rule 22(1) of Regulation No 2868/95.
First, concerning the proof of use of the earlier mark, the Opposition Division essentially found that the
evidence as adduced by the applicant demonstrated use of the earlier mark for a much more specific product
than polish for metals, the category for which the earlier mark had been registered. The Opposition Division
thus held that, pursuant to Article 43(2) of Regulation No 40/94, the examination of the opposition would
proceed solely on the basis of the specific product, namely, a product for polishing metals consisting of cotton
impregnated with a polishing agent (magic cotton). Second, the Opposition Division found that, although the
signs were very similar, there was no likelihood of confusion on the part of the public, since the goods
differed considerably in terms of their nature, intended purpose, method of use, end users and distribution
channels.

12. On 25 April 2002 the applicant filed a notice of appeal at OHIM against the Opposition Division's
decision.

13. By decision of 31 January 2003 (the contested decision'), notified to the applicant on 4 February 2003, the
First Board of Appeal dismissed the appeal. The Board found in essence, first, that only the proof of use of
the earlier mark for the specific product had been established and, second, that, despite the fact that the marks
were almost identical and despite their inherent distinctiveness, there was in Spain no likelihood of confusion
within the meaning of Article 8(1)(b) of Regulation No 40/94 in view of the fact that the goods were not at
all alike, given, inter alia, the likely expertise of the consumers of the goods originating from the other party
before OHIM, and the different nature and intended purpose of the goods at issue.

Procedure and forms of order sought

14. The parties presented oral argument and replied to the Court's questions at the hearing on 30 September
2004, the other party before OHIM having failed to lodge a response.

15. At the hearing the Court took formal note that the heads of claim in the application were to be interpreted
as seeking solely annulment of the contested decision and an order that OHIM should pay the costs.

16. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs incurred both in these proceedings and in the opposition and appeal
proceedings before OHIM.

17. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

18. At the hearing, OHIM was asked to inform the Court of the state of the insolvency proceedings to which
the other party before OHIM was subject and of the effect of that situation on that party's
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application for a Community trade mark. OHIM complied with that request by letter lodged at the Court
Registry on 25 November 2004. The oral procedure was closed by decision of 15 December 2004.

Law

19. The applicant relies on two pleas in law, based on infringements of Article 43(2) and (3) and Article
8(1)(b) of Regulation No 40/94, respectively.

First plea: infringement of Article 43(2) and (3) of Regulation No 40/94

Arguments of the parties

20. The applicant submits that the Board of Appeal erred in finding that the earlier mark protected only the
specific product in relation to which it had established genuine use of the mark in Spain, namely a product
for polishing metal consisting of cotton impregnated with a metal polishing agent (magic cotton).

21. In its submission, proof that the mark has been put to genuine use for that specific product involves proof
of use of the mark for polish for metals' in general, since the specific product belongs to that category of
products. Accordingly, for the purpose of the opposition proceedings the mark should be considered registered
for polish for metals' and not only for polish for metals consisting of cotton impregnated with a polishing
agent (magic cotton)'.

22. In that light, the applicant interprets Article 43(2) of Regulation No 40/94 as being intended to apply in
cases in which the opposing party is unable to provide proof of use of the mark for products belonging to
different product categories registered in one or more classes. It is then warranted to consider the mark
registered only for the product categories in respect of which the opposing party has been able to provide
proof of use.

23. Factors relating to the product submitted to show that the mark has been put to genuine use for a category
of products, such as end use, packaging, method of application or distribution channels, are wholly irrelevant
for the purposes of the application of Article 43(2) of Regulation No 40/94. However, as has been held in the
case-law of the Court of First Instance, those factors are relevant for the purpose of assessing a possible
likelihood of confusion between the earlier mark and the mark for which registration is sought for products
belonging to a single class.

24. In finding that, for the purposes of Article 43(2) of Regulation No 40/94, the product covered by the
earlier mark is applied manually to the outer structure of metallic objects with a piece of impregnated cotton
and is intended for household use whereas the product covered by the mark for which registration is sought is
a cleaning preparation which is poured into blocked or infected pipes and is intended solely for operators in
the trade, the contested decision thus infringed that article.

25. The applicant concludes that in holding for the purposes of the opposition that the earlier mark had to be
regarded as registered solely for a cotton impregnated with a metal polishing agent destined for household
use', the contested decision infringed Article 43(2) of Regulation No 40/94.

26. OHIM contends that the Board of Appeal did not infringe Article 43(2) and (3) of Regulation No 40/94.
It relies on two arguments in support of that contention: first, in the definition of the scope of the earlier
mark, regard must be had to the factual conditions of trade of the goods and services whose use has been
proved in order to assess the likelihood of confusion between the earlier mark and the mark for which
registration is sought on a specific market; and, second, Article 43(2) and (3) of Regulation No 40/94 is
applicable regardless of whether or not the list of goods and services covered by the earlier mark contains
only one item.
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27. As to the first of those arguments, OHIM observes that Community trade-mark law requires the proprietor
of a mark to make genuine use of a registered mark so that only his actual market position is protected. As
evidenced by the eight recital in the preamble to First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) and the ninth recital
in the preamble to Regulation No 40/94, the aim of that requirement is to reduce the number of conflicts
between marks and restrict the number of trade marks which are registered but have not actually been used
(Case T-174/01 Goulbourn v OHIM - Redcats (Silk Cocoon ) [2003] ECR II-789, paragraph 38).

28. It is thus in order to avoid artificial conflicts' that Article 43(2) of Regulation No 40/94 provides that the
protection of the earlier mark is justified only in so far as the mark has really been used. That objective has
been endorsed by the case-law of the Court of Justice and the Court of First Instance, which have ensured
that the scope of protection afforded to a trade mark does not go beyond what is necessary to protect the
proprietor's legitimate interests.

29. According to OHIM, in cases of tr ade marks registered for and used in different commercial sectors, the
exclusive protection of the earlier mark must not prevent the registration of the later mark, except where the
earlier mark is well known. This is reflected in the in concreto approach adopted by the Court of Justice and
the Court of First Instance in assessing the likelihood of confusion, which requires account to be taken, in the
examination of the similarity of the goods, services and signs in question, of the degree of recognition of the
earlier mark on the market (Case C-39/97 Canon [1998] ECR I-5507, paragraph 24; and Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 23), the level of attention of the average consumer (Lloyd
Schuhfabrik Meyer , paragraph 26), the nature of the goods and services concerned, their end users and their
method of use and whether they are in competition with each other or are complementary (Canon , paragraph
23).

30. The applicant itself expressly acknowledges that the actual conditions of trade of the goods must be taken
into account in determining whether there is a likelihood of confusion. The applicant thus contradicts itself by
denying that this is so when the provisions of Article 43(2) and (3) of Regulation No 40/94 are applied.

31. Indeed, where an opposition is based on Article 8(1)(b) of Regulation No 40/94, Article 43(2) and (3) of
Regulation No 40/94 is intended to determine whether in a specific case there is a likelihood of confusion
between the earlier mark, as it is deemed to be registered, and the mark for which registration is sought, for
the sole purpose of determining whether or not the opposition is well founded.

32. Therefore, since the case-law of the Court of Justice and the Court of First Instance requires there to be
an assessment of the likelihood of a conflict between two distinctive signs on the market rather than in the
register, regard must be had to all the circumstances surrounding the trade in the goods or services, which
may be inferred from the proof of use of the mark: the scope of protection for the mark can be more
objectively determined and is more easily discernable from the proof of use.

33. Accordingly, OHIM submits that the Board of Appeal did not infringe Article 43(2) and (3) of Regulation
No 40/94 in finding that the earlier mark was deemed registered solely for a product for polishing metals
consisting of cotton impregnated with a polishing agent (magic cotton), whose main feature is that it is
intended primarily for household use. Conversely, to accept, as the applicant does, that the proof of use of the
mark for the specific product is proof of the genuine use of the mark for the entire category covered by the
registration, namely polish for metals', would adversely affect the assessment of the likelihood of confusion.
Such an interpretation would distort the definition of the relevant market and place a disproportionate
restriction on other
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operators' access to distinct markets. In OHIM's submission, this kind of artificial conflict' is precisely what
Article 43(2) and (3) of Regulation No 40/94 and the case-law of the Court of Justice and the Court of First
Instance seek to avoid.

34. Second, OHIM maintains that Article 43(2) and (3) of Regulation No 40/94 is applicable regardless of
whether or not the list of goods or services covered by the earlier mark contains only one item. The
applicant's argument that that provision applies only if the earlier mark's list of goods and services contains
more than one item and that in this case the proof of use of the mark for the specific product is to be
equated with proof of use of that mark for the category of products to which it belongs and for which the
mark was registered is wholly irrelevant.

35. First, nothing in Regulation No 40/94 provides any support for the applicant's interpretation of the last
sentence of Article 43(2). Second, such an interpretation would mean that opponents could easily circumvent
the requirement for the mark to have been put to genuine use by formulating the description of the registered
category of products in broad terms, thereby artificially expanding the scope of protection of the mark to
encompass goods which are not marketed.

36. In addition, it follows from the practice of the OHIM Boards of Appeal when taking decisions that the
use of a sub-category of goods or services does not, as a matter of principle, amount to use of a broader
category, irrespective of whether the earlier mark covers only one category of goods or services.

37. Lastly, although one category may comprise a collection of goods which are homogeneous in nature, those
goods may none the less be heterogeneous in terms of their intended purpose, end users and distribution
channels, as in the present case. Accordingly, Article 43(2) and (3) of Regulation No 40/94 requires that, for
each category of goods or services, sub-categories be established on a case-by-case basis which reflect the
content of the proof of use where the earlier mark as originally designated is likely to cover goods or services
which are quite disparate in their intended purposes, end users and distribution channels.

38. In the present case, OHIM contends that the use of the earlier mark has shown that polish for metals' is
not an homogeneous group as it can cover a wide variety of goods having distinct purposes (polish for cutlery
or for metallic building surfaces), different end users (average consumers of everyday products or metal
industry workers), different retail outlets (ironmongers' shops, supermarkets or no outlet at all if the sale of the
product is ancillary to the supply of metal-working services). The definition of the sub-category used by the
Board of Appeal, namely products for polishing metals consisting of cotton impregnated with a polishing
agent (magic cotton)', is therefore highly relevant.

Findings of the Court

39. Article 43(2) and (3) of Regulation No 40/94 provides:

(2) If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community in connection with the goods or services in respect of which it is registered and which he cites
as justification for his opposition, or that there are proper reasons for non-use, provided the earlier
Community trade mark has at that date been registered for not less than five years. In the absence of proof
to this effect, the opposition shall be rejected. If the earlier Community trade mark has been used in
relation to part only of the goods or services for which it is registered it shall, for the purposes of the
examination of the opposition, be deemed to be registered in respect only of that part of the goods or
services.
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(3) Paragraph 2 shall apply to earlier national trade marks referred to in Article 8(2)(a), by substituting use in
the Member State in which the earlier national trade mark is protected for use in the Community.'

40. Rule 22 of Regulation No 2868/95 provides:

(2) The indications and evidence for the furnishing of proof of use shall consist of indications concerning the
place, time, extent and nature of use of the opposing trade mark for the goods and services in respect of
which it is registered and on which the opposition is based ...'

41. In this instance, it is common ground that the earlier mark was registered for polish for metals' in Class 3
of the Nice Agreement. It is also common ground that, at the request of the other party before OHIM, the
applicant provided proof of the genuine use of the earlier mark on the basis of documents showing that it had
actually been used for marketing a product for polishing metal consisting of cotton impregnated with a
polishing agent (magic cotton).

42. The Court observes that the purpose of the requirement that the earlier mark must have been put to
genuine use is to limit the likelihood of conflict between two marks by protecting only trade marks which
have actually been used, in so far as there is no sound economic reason for them not having been used. That
interpretation is borne out by the ninth recital in the preamble to Regulation No 40/94, which expressly refers
to that objective (see, to that effect, Silk Cocoon , cited at paragraph 27 above, paragraph 38). However, the
purpose of Article 43(2) and (3) of Regulation No 40/94 is not to assess commercial success or to review the
economic strategy of an undertaking, nor is it to restrict trade-mark protection to the case where large-scale
commercial use has been made of the marks (Case T334/01 MFE Marienfelde v OHIM - Vétoquinol
(HIPOVITON) [2004] ECR II0000, paragraph 32, and Case T203/02 Sunrider v OHIM - Espadafor Caba
(VITAFRUIT) [2004] ECR II0000, paragraph 38).

43. Therefore, the objective pursued by the requirement is not so much to determine precisely the extent of
the protection afforded to the earlier trade mark by reference to the actual goods or services using the mark at
a given time as to ensure more generally that the earlier mark was actually used for the goods or services in
respect of which it was registered.

44. With that in mind, it is necessary to interpret the last sentence of Article 43(2) of Regulation No 40/94
and Article 43(3), which applies Article 43(2) to earlier national marks, as seeking to prevent a trade mark
which has been used in relation to part of the goods or services for which it is registered being afforded
extensive protection merely because it has been registered for a wide range of goods or services. Thus, when
those provisions are applied, it is necessary to take account of the breadth of the categories of goods or
services for which the earlier mark was registered, in particular the extent to which the categories concerned
are described in general terms for registration purposes, and to do this in the light of the goods or services in
respect of which genuine use has, of necessity, actually been established.

45. It follows from the provisions cited above that, if a trade mark has been registered for a category of
goods or services which is sufficiently broad for it to be possible to identify within it a number of
sub-categories capable of being viewed independently, proof that the mark has been put to genuine use in
relation to a part of those goods or services affords protection, in opposition proceedings, only for the
sub-category or sub-categories relating to which the goods or services for which the trade mark has actually
been used actually belong. However, if a trade mark has been registered for goods or services defined so
precisely and narrowly that it is not possible to make any significant sub-divisions within the category
concerned, then the proof of genuine use of the mark for the goods or services necessarily covers the entire
category for the purposes of the opposition.

46. Although the principle of partial use operates to ensure that trade marks which have not been
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used for a given category of goods are not rendered unavailable, it must not, however, result in the proprietor
of the earlier trade mark being stripped of all protection for goods which, although not strictly identical to
those in respect of which he has succeeded in proving genuine use, are not in essence different from them and
belong to a single group which cannot be divided other than in an arbitrary manner. The Court observes in
that regard that in practice it is impossible for the proprietor of a trade mark to prove that the mark has been
used for all conceivable variations of the goods concerned by the registration. Consequently, the concept of
part of the goods or services' cannot be taken to mean all the commercial variations of similar goods or
services but merely goods or services which are sufficiently distinct to constitute coherent categories or
sub-categories.

47. The earlier mark was registered solely in respect of polish for metals'. That description restricts, with
regard both to the function of the goods concerned, polishing, and to their intended purpose, for metals, the
category of goods covering, under the Nice Agreement, cleaning, polishing, scouring and abrasive
preparations'. Furthermore, it should be noted that the latter category itself falls more broadly within Class 3
of the Nice Agreement, which includes, in addition to cleaning, polishing, scouring and abrasive preparations,
the following goods: bleaching preparations and other substances for laundry use; cleaning, polishing, scouring
and abrasive preparations; soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices'.

48. In those circumstances, the earlier mark must be held to have been registered for a collection of goods
forming a particularly precise and narrowly-defined sub-category of the category of goods to which it belongs
under the Nice Agreement.

49. It follows that, by providing the undisputed proof of genuine use of the mark in respect of a product for
polishing metals consisting of cotton impregnated with a polishing agent (magic cotton)', which is evidently a
polish for metals' within the meaning of the sub-category of goods to which the earlier mark relates, the
applicant has properly established that the mark had been put to genuine use for that sub-category as a whole,
it not being necessary to draw any distinction in that regard by reference to the public concerned.

50. Consequently, in deeming, for the purposes of the examination of the opposition, the earlier mark to be
registered solely for a product for polishing metals consisting of cotton impregnated with a polishing agent
(magic cotton)', the Board of Appeal incorrectly applied Article 43(2) and 3 of Regulation No 40/94.

51. The provisions of Article 43 of Regulation No 40/94 allowing an earlier trade mark to be deemed to be
registered only in relation to the part of the goods or services in respect of which genuine use of the mark
has been established (i) are a limitation on the rights which the proprietor of the earlier trade mark gains from
his registration, so they cannot be interpreted as broadly as OHIM would have them be, and (ii) must be
reconciled with the legitimate interest of the proprietor in being able in the future to extend his range of
goods or services, within the confines of the terms describing the goods or services for which the trade mark
was registered, by using the protection which registration of the trade mark confers on him. That is
particularly so when, as here, the goods and services for which the trade mark has been registered form a
sufficiently narrowly-defined category, as has been explained above.

52. That finding is not called into question by any of OHIM's arguments.

53. First, although the last sentence of Article 43(2) of Regulation No 40/94 is indeed intended to prevent
artificial conflicts between an earlier trade mark and a mark for which registration is sought, it must also be
observed that the pursuit of that legitimate objective must not result in an unjustified limitation on the scope
of the protection conferred by the earlier trade mark where the goods or services to which the registration
relates represent, as in this instance, a
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sufficiently restricted category.

54. Second, even on the assumption that OHIM is correct in stating that the Court of Justice and the Court of
First Instance, in their assessment of the similarity of goods and services under Article 8(1)(b) of Regulation
No 40/94, carry out an actual comparison of the goods or services in question, it must be stated that that is
irrelevant for the purposes of the application of Article 43(2) and (3) of Regulation No 40/94, which precedes
any assessment of the likelihood of confusion between the marks in question and is solely intended to
determine whether, and if so to what extent, the trade mark has been put to genuine use in relation to the
goods or services for which it was registered.

55. Third, as regards OHIM's argument that the practice of the Boards of Appeal in earlier cases shows that
use of a sub-category does not, as a matter of principle, amount to use of a broader category, it is sufficient
to observe that, even if such a practice were established, the basis for decisions of the Boards of Appeal on
proof of use of an earlier trade mark is Regulation No 40/94. The legality of decisions of the Boards of
Appeal must therefore be assessed purely by reference to that regulation, as interpreted by the Community
Courts, not by reference to the practice of the Boards in earlier cases (Case T36/01 Glaverbel v OHIM
(Surface of a plate of glass) [2002] ECR II3887, paragraph 35, upheld on appeal by order of 28 June 2004 in
Case C445/02 P Glaverbel v OHIM [2004] ECR I0000).

56. Furthermore, it must be noted that OHIM's argument is irrelevant in this instance, given that the applicant
is claiming not that the proof of genuine use in relation to the sub-category for which the earlier mark was
registered demonstrates proof of genuine use for the whole of the category to which that sub-category belongs
under the Nice Agreement, but merely that the product in respect of which genuine use of the mark has been
established shows that the mark was put to genuine use in respect of the whole of the sub-category for which
it was registered.

57. Fourth, the contention that the consequence of the applicant's interpretation would be to allow any
opposing party to circumvent the requirement for the trade mark to have been put to genuine use by
formulating the category of goods or services registered in general terms - although it might prove founded in
certain cases - is irrelevant in this instance, given that there is a detailed description of the category in
question.

58. Finally, OHIM observes that although one category of goods may form a collection of goods which are
homogeneous in nature, they may none the less be heterogeneous in terms of their intended purpose, end users
and distribution channels, as in the present case. Accordingly, Article 43(2) and (3) of Regulation No 40/94
requires that, for each category of goods or services, sub-categories be established, on a case-by-case basis,
which reflect the content of the proof of use where the earlier mark as originally designated is likely to cover
goods or services which are quite disparate in their intended purposes, end users and distribution channels.

59. As was stated at paragraph 45 above, although it is true that that interpretation is not without relevance
where the category of goods or services in question is sufficiently broad for it to be possible to identify
within it a number of sub-categories capable of being viewed independently, it must be stated that in this
instance the sub-category of goods for which the earlier mark was registered is sufficiently precise and
narrowly defined, with the result that the mark cannot be regarded as covering goods which are so different
that it would be necessary, in accordance with OHIM's argument, to establish further subdivisions within it.

60. It follows from all of the foregoing that the decision of the Board of Appeal, in holding that the proof of
use of the earlier trade mark had been provided only for the product for polishing metal consisting of cotton
impregnated with a polishing agent (magic cotton)' and that the mark
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should thus be deemed to be registered, for the purposes of the opposition, for that product alone and not for
the whole sub-category for which the mark was registered, namely polish for metals', infringed Article 43(2)
and (3) of Regulation No 40/94. Since, as a consequence, the contested decision was based on a mistaken
premiss, that infringement is, on its own, such as to require the decision to be annulled.

61. However, given that in the contested decision the Board of Appeal expressed a view on the likelihood of
confusion between the marks at issue, the Court considers it necessary also to consider the applicant's second
plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94.

Second plea, infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

62. The applicant submits that comparison of the goods in Class 3 covered by the earlier mark and by the
mark for which registration is sought, namely polish for metals' and preparations for cleaning waste pipes for
the metal-working industry, except textile auxiliary agents and auxiliary agents', respectively, shows that the
products covered by the marks in question are similar as regards their intended purpose, the fact that they are
complementary and their end users.

63. The earlier mark covers products intended for polishing all types of metals, including drain and waste
pipes, and might be used for products intended for all types of consumers, including persons operating in the
metal-working industry.

64. Moreover, the applicant observes that it is clear from the case-law that a low degree of similarity between
the goods or services designated may be offset by a high degree of similarity between the marks and vice
versa. In addition, trade marks which are highly distinctive, either inherently or because they are well known,
enjoy more extensive protection than marks with a lower degree of distinctiveness; the more distinctive the
earlier mark, the greater the likelihood of confusion.

65. Consequently, registration of a trade mark might be refused, despite a lower degree of similarity between
the goods or services covered, where the earlier mark is highly distinctive.

66. In this instance, it is clear from the contested decision that not only is there a high degree of similarity
between the two marks at issue, but that additionally the earlier mark is highly distinctive. It is an imaginary
term which does not describe the type of goods covered and which has been widely used in Spain since 1912.

67. Finally, given the sufficiently similar nature of the goods covered by the marks at issue, there is a
likelihood that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from economically-linked undertakings, even if only the specific product
at issue were to be considered in the assessment of the likelihood of confusion.

68. OHIM contends that those arguments are unfounded.

69. It submits that the Board of Appeal rightly held in the contested decision that the goods in respect of
which the earlier mark was deemed registered, namely a product for polishing metals consisting of cotton
impregnated with a polishing agent, were different from the goods covered by the mark for which registration
was sought, that is, preparations for cleaning waste pipes for the metal-working industry, except textile
auxiliary agents and auxiliary agents.

70. OHIM acknowledges that although in some circumstances cleaning' and polishing' may be closely related,
particularly as regards household goods, that is not the case here, since there is no connection between the
purposes, cleaning waste pipes and polishing household metals.

71. Since the goods concerned are used for different purposes, they do not respond to the same
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needs and are neither in competition with each other nor interchangeable.

72. OHIM also disagrees with the applicant's argument that the products are complementary, on the grounds
that the argument is based on the mistaken assumption that the cleaning preparations at issue are intended for
metallic pipes.

73. Nor is it right that the goods at issue are likely to have the same end users. The specific product at issue
can in fact be used only for small household utensils and is obviously inappropriate for larger metallic objects.
The applicant also recognised in its letter of 23 July 1999 that its product was for household use and stated
that ALADDIN was still being used by younger generations. That public, consisting of average consumers of
everyday products, must be distinguished from the very specialised group of persons operating in the
metal-working industry. This view is supported by one of the applicant's advertisements, which highlights its
home cleaning line' where the product at issue is presented alongside other household products.

74. Finally, OHIM submits that, in view of the public for which the product at issue is intended, it is highly
unlikely that that product would use the distribution channels referred to by the Community trade-mark
application, namely highly specialised plumbing distributors and wholesalers.

75. OHIM concludes that the goods compared are different, irrespective of whether the earlier mark is deemed
to be registered only for the single product at issue.

76. Moreover, according to the case-law of the Court of Justice relating to Article 4(1)(b) of Directive 89/104,
which is substantively applicable to the interpretation of Article 8(1)(b) of Regulation No 40/94, the likelihood
of confusion presupposes that the goods or services covered are identical or similar (Canon , cited at
paragraph 29 above, paragraph 22). For the reasons given above, that prerequisite is not met and accordingly
there is no likelihood of confusion between the marks at issue, regardless of whether the earlier mark has a
very high degree of inherent distinctiveness. The Board of Appeal was thus right to find that there was no
likelihood of confusion.

Findings of the Court

77. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
Article 8(2)(a)(ii) of Regulation No 40/94 provides that earlier trade marks' means, inter alia, trade marks
registered in a Member State.

78. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

79. According to the same line of case-law, the likelihood of confusion must be assessed globally by reference
to the perception which the relevant public has of the signs and of the goods or services in question, taking
into account all factors relevant to the circumstances of the case, in particular the interdependence between the
similarity of the signs and that of the goods or services designated (see Case T162/01 Laboratorios RTB v
OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II2821, paragraphs 31 to 33, and
the case-law cited).

80. In this instance, as has been stated in the context of the first plea and contrary to OHIM's contentions, the
earlier mark must be deemed to be registered, for the purposes of the opposition, for all of the goods for
which it was registered. It follows that the goods to be considered in the assessment of the likelihood of
confusion between the trade marks at issue are, first, the goods designated by the earlier trade mark, namely
polish for metals' and, second, the goods in Class
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3 designated by the trade mark application, namely preparations for cleaning waste pipes for the
metal-working industry, except textile auxiliary agents and auxiliary agents'.

81. Although polish for metals' can consist equally well of everyday consumer goods as of goods intended for
a professional or specialised public, it is not disputed that the goods to which the trade mark application
relates must be regarded as directed solely at persons operating in the metal-working industry. Therefore, the
only public likely to confuse the trade marks in question is formed of such operators. Furthermore, it should
be borne in mind that the earlier mark is registered in Spain. Therefore, the relevant public by reference to
which the assessment of the likelihood of confusion must be carried out is composed of persons operating in
the metal-working industry who are established in Spain.

- Comparison of the goods at issue

82. According to settled case-law, in an assessment of the similarity of the goods or services concerned, all
the relevant factors relating to those goods or services themselves should be taken into account. Those factors
include, inter alia, their nature, their intended purpose and their method of use and whether they are in
competition with each other or are complementary (Canon , cited at paragraph 29 above, paragraph 23, and
Case T104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II4359, paragraph 31).

83. As regards the nature of the goods in question, it must be stated that those goods are in the same
category and similarly contain chemical agents applied to metal surfaces. Furthermore, although polishing and
cleaning are certainly not identical, they are at the very least similar since they are both covered by the more
general activity of maintenance. The goods at issue must therefore be regarded as having a similar function.

84. However, it must also be observed in general terms that the description of the goods in Class 3 to which
the Community trade mark application relates, namely preparations for cleaning waste pipes for the
metal-working industry, except textile auxiliary agents and auxiliary agents', covers a more restricted and
specific sub-category than that designating the polish for metals' to which the earlier mark related.

85. Further, as OHIM observes, it cannot be denied that the goods have different purposes and methods of
use. Whilst the goods to which the earlier mark relates are in principle intended to be rubbed on metallic
objects to make them shine, and thus have a partially aesthetic purpose, the goods to which the application for
registration relates are essentially intended to be poured into waste pipes to dissolve metallic deposits in order
to clean and unblock waste from the metal-working industry, which shows that they have a utilitarian purpose.

86. In the light of the foregoing, it must at this stage be stated that the goods in question are similar in part.

- Comparison of the signs at issue

87. On this point it is sufficient to state that it is not in dispute that the signs at issue show a high degree of
similarity, since the Board of Appeal itself accepted that visually the signs were very similar and that they
were identical from a phonetic and conceptual point of view. Furthermore, given that the signs at issue are
purely word marks, there is nothing to distinguish between them, apart from the very minor difference in their
spelling.

- Likelihood of confusion between the marks at issue

88. The applicant claims that the likelihood of confusion between the marks at issue is more acute on account
of the fact that the earlier national mark ALADDIN is highly distinctive because it concerns an imaginary
word which does not describe the type of goods covered and which has been
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widely used in Spain since 1912. In its submission, the Board of Appeal acknowledged in the contested
decision that the earlier mark was highly distinctive.

89. In determining whether a mark is distinctive and, accordingly, in assessing whether it has a high degree of
distinctiveness, it is necessary to make an overall assessment of the extent to which the mark is apt to identify
the goods or services for which it is registered as originating from a particular undertaking and thus to
distinguish those goods or services from those of other undertakings (see, to that effect, Joined Cases C108/97
and C109/97 Windsurfing Chiemsee [1999] ECR I2779, paragraph 49).

90. In that assessment, account should be taken, in particular, of the inherent characteristics of the mark,
including the fact that it does or does not contain an element descriptive of the goods or services for which it
has been registered, the reputation attaching to it, in particular the market share held by the mark; how
intensive, geographically widespread and long-standing use of the mark has been; the amount invested by the
undertaking in promoting the mark; the proportion of the relevant section of the public which, because of the
mark, identifies the goods or services as originating from a particular undertaking; and statements from
chambers of commerce and industry or other trade and professional associations (see Canon , cited at
paragraph 29 above, paragraph 18; Windsurfing Chiemsee , cited at paragraph 89 above, paragraph 51; Lloyd
Schuhfabrik Meyer , cited at paragraph 29 above, paragraph 23; and Case T99/01 Mystery Drinks v OHIM -
Karlsberg Brauerei (MYSTERY) [2003] ECR II43, paragraph 34).

91. In that regard, the Court states, in the first place, that the applicant merely affirms that the earlier mark
has been widely used in Spain since 1912, but it does not produce any proof with regard to the various
factors cited above which might establish the reputation of the mark. It follows that the earlier mark cannot be
regarded as highly distinctive on that basis.

92. As regards, in the second place, the intrinsic qualities of the earlier mark, it must be stated (i) that, as the
applicant has observed, the word mark ALADDIN contains no element which is descriptive of the goods for
which it has been registered and (ii) that the highly evocative nature of the sign is such as to constitute an
intrinsic quality of the mark. Aladdin is well known as the hero of a tale from the Thousand and One Nights,
who found an oil lamp made of metal, which, when rubbed, conjured up a genie who could grant the wishes
of the owner of the lamp. Thus, the word Aladdin evokes both one of the possible methods of use of the
goods covered by the earlier mark and the allegedly miraculous nature of the goods. Consequently, it must be
held that the earlier mark has a great capacity to identify the goods for which it has been registered (polish
for metals') as coming from a particular undertaking and thus to distinguish those goods from those of other
undertakings. Indeed, in the contested decision the Board of Appeal accepted the applicant's argument that the
earlier mark had a high degree of distinctiveness: nor is that disputed by OHIM in these proceedings.

93. It must be borne in mind that, by virtue of the caselaw, the more distinctive the earlier mark, the greater
will be the likelihood of confusion (Case C251/95 SABEL [1997] ECR I6191, paragraph 24), so marks with a
highly distinctive character, either intrinsically or because of the reputation they possess on the market, enjoy
broader protection than marks with a less distinctive character (Canon , cited at paragraph 29 above, paragraph
18).

94. In addition, the global assessment of the likelihood of confusion implies that there is a degree of
interdependence between the factors taken into account, in particular the similarity between the trade marks
and the similarity between the goods or services designated. Accordingly, a lesser degree of similarity between
these goods or services may be offset by a higher degree of similarity between the marks, and vice versa. The
interdependence of these factors is expressly mentioned in the seventh recital of the preamble to Regulation
No 40/94, which states that it is indispensable
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to give an interpretation of the concept of similarity in relation to the likelihood of confusion, the appreciation
of which depends, in particular, on the recognition of the trade mark on the market and the degree of
similarity between the mark and the sign and between the goods or services identified (Canon , cited at
paragraph 29 above, paragraph 17; Lloyd Schuhfabrik Meyer , cited at paragraph 29 above, paragraph 19; and
Fifties , cited at paragraph 82 above, paragraph 27).

95. Therefore, for the purposes of Article 8(1)(b) of Regulation No 40/94, there may be a likelihood of
confusion, despite a lesser degree of similarity between the goods or services covered, where the marks are
very similar and the earlier mark is highly distinctive (see, to that effect, Canon , cited at paragraph 29 above,
paragraph 19).

96. Here, it must certainly be acknowledged that the goods in question are similar in part and that the relevant
public, composed of operators specialising in the area of goods covered by the Community trade mark
application, is likely to evince a high degree of attentiveness when selecting those goods (see, to that effect,
Case T224/01 Durferrit v OHIM - Kolene (NU-TRIDE) [2003] ECR II1589, paragraphs 37, 40 and 52, and
Case T317/01 M+M v OHIM - Mediametrie (M+M EUROdATA) [2004] ECR II0000, paragraphs 51 and 52).

97. However, it must also be observed that, in addition to the fact that they are similar in part, as stated
above, the goods in question display generally a link with cleaning and metal, a connection which is further
strengthened by the fact that the marks at issue are conceptually identical, which OHIM does not dispute, and
may themselves appear linked to the goods to which they relate because they evoke a character from a story
who is associated with an oil lamp made of metal.

98. In those circumstances, it is possible that the relevant public will perceive the goods at issue as part of a
single range of cleaning products related to metal. Even if that public, which admittedly is composed of
industry operators, is aware of the differences in the way the goods are manufactured, it will not necessarily
conclude that those differences prevent a single undertaking from manufacturing or marketing both types of
product. Therefore the relevant public will have the impression that the goods concerned may have the same
commercial origin (see, to that effect, Case T85/02 Díaz v OHIM - Granjas Castello (CASTILLO) [2003]
ECR II0000, paragraph 33).

99. It follows that the goods in question may appear to the relevant public to be related inasmuch as they
belong to a single family of goods and may thus be perceived as items in a general range of goods likely to
have a common commercial origin.

100. Therefore, the Court finds that the fact that the relevant public is composed of operators specialising in
the metal-working industry is not sufficient, in view of the similarity of the products in question, the high
degree of similarity between the signs at issue and the high degree of distinctiveness of the earlier mark, to
prevent the public thinking that the goods come from the same undertaking or, as the case may be, from
economically-linked undertakings.

101. It follows that there is a likelihood of confusion between the marks at issue. The applicant's second plea,
alleging infringement of Article 8(1)(b) of Regulation No 40/94, must therefore also be accepted.

102. It follows from all of the foregoing that the application must be upheld and the contested dec ision must
be annulled.

Costs

103. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since OHIM has
been unsuccessful, it must be ordered to pay the costs, as applied for by the applicant.
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104. As regards, however, the question of recoverable costs, it should be noted that, under Article 136(2) of
the Rules of Procedure, [c]osts necessarily incurred by the parties for the purposes of the proceedings before
the Board of Appeal and costs incurred for the purposes of the production, prescribed by the second
subparagraph of Article 131(4), of translations of pleadings or other documents into the language of the case
shall be regarded as recoverable costs'. Costs incurred in the opposition proceedings are not costs incurred in
the proceedings before the Board of Appeal. The applicant's claim that OHIM should be ordered to pay the
costs incurred by it in the opposition proceedings must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber) 2004.

New Look Ltd v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Opposition proceedings - Earlier Community figurative mark comprising the

letter combination 'NL' - Applications for Community figurative marks comprising the terms
'NLSPORT', 'NLJEANS', 'NLACTIVE' and 'NLCollection' - Relative ground for refusal - Likelihood of

confusion - Similarity of the signs - Article 8(1)(b) of Regulation (EC) No 40/94.
Joined cases T-117/03 to T-119/03 and T-171/03.

In Joined Cases T-117/03 to T-119/03 and T-171/03,

New Look Ltd, established in Weymouth, Dorset (United Kingdom), represented by R. Ballester and G.
Marín, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto, J. García Murillo and S. Laitinen, acting as Agents,

defendant,

FOUR ACTIONS brought against the decisions of the First Board of Appeal of OHIM of 27 January 2003 (R
95/2002-1, R 577/2001-1 and R 578/2001-1) and 15 April 2003 (R 19/03-1) relating to opposition proceedings
between Naulover SA and New Look Ltd,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the applications lodged at the Registry of the Court of First Instance on 4 April 2003 (Cases
T-117/03 to T-119/03) and 19 May 2003 (Case T-171/03),

having regard to OHIM's responses lodged at the Registry of the Court of First Instance on 25 September
2003 (Cases T-117/03 to T-119/03) and 8 October 2003 (Case T-171/03),

having regard to the order of the President of the Second Chamber of the Court of First Instance of 1 April
2004 joining the cases for the purposes of the hearing and judgment,

following the hearing on 28 April 2004 at which the applicant did not appear,

gives the following

Judgment

Costs

54. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful it must be ordered to pay the costs of OHIM, in accordance with the form of
order sought by it.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:
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1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 5 May 1998 (in Cases T-117/03 to T-119/03) and 19 February 1999 (in Case T-171/03), the applicant
filed an application at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM)
under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L
11, p. 1), as amended, for registration of four Community trade marks.

2. The marks in respect of which registration was sought were the following figurative signs:

- in Case T-117/03:

>image>0

- in Case T-118/03:

>image>1

- in Case T-119/03:

>image>2

- in Case T-171/03:

>image>3

3. The goods in respect of which registration was sought and with which the present dispute is concerned are
within Class 25 of the Nice Agreement concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the
following description: Articles of clothing, footwear and headgear for women and girls' in the applications for
the marks NLSPORT, NLJEANS and NLACTIVE, and Articles of clothing, footwear and headgear' in the
application for the mark NLCollection.

4. On 11 June 1999 (Cases T-117/03 to T-119/03) and 3 January 2000 (Case T171/03), the other party to the
proceedings before the Board of Appeal gave notice, pursuant to Article 42(1) of Regulation No 40/94, of
opposition to each of the applications for a Community trade mark.

5. The opposition in each case was based on the existence of Community Figurative Mark No 13417 (the
earlier trade mark'), applied for on 1 April 1996 and registered on 1 February 1999, which is reproduced here:

>image>4

6. That trade mark is registered for the following goods which are all within Class 25 of the Nice
Classification: Sweaters; jerseys; waistcoats; jackets; skirts; trousers; shirts; blouses; dressing gowns;
underwear; gowns; bathing costumes; raincoats; dresses; stockings; socks; scarves; neckties, headgear and
gloves (clothing).'

7. In support of its oppositions the other party to the proceedings before OHIM invoked the relative ground
for refusal under Article 8(1)(b) of Regulation No 40/94.

8. By decisions of 10 April 2001 (Decision No 939/2001 in Case T-119/03), 27 April 2001 (Decision No
1106/2001 in Case T-118/03), 23 November 2001 (Decision No 2765/2001 in Case T-117/03) and 29 October
2002 (Decision No 3138/2002 in Case T-171/03), the Opposition Division dismissed those oppositions. The
Opposition Division considered essentially that the marks in question were
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visually and phonetically different and that none of them had any particular conceptual meaning.

9. On 7 June 2001 (Cases T-118/03 and T-119/03), 22 January 2002 (Case T117/03) and 24 December 2002
(Case T-171/03), the other party to the proceedings before the Board of Appeal filed a notice of appeal
against each of the Opposition Division's decisions.

10. By decisions of 27 January 2003 (Cases T-117/03 to T-119/03) and 15 April 2003 (Case T-171/03), the
First Board of Appeal of OHIM annulled the decisions of the Opposition Division and dismissed the
applications for a Community trade mark for all the goods within Class 25 of the Nice Classification. The
Board of Appeal essentially considered, first, that the dominant element of each of the marks applied for was
the letter combination NL' since the words sport', jeans', active' and collection' are only slightly distinctive in
the clothing industry. Next, it found that the opposing Community trade marks were only slightly visually
similar because of the particular conception of the written form of the earlier mark and the presence of the
words sport', jeans', active' and collection' in the marks NLSPORT, NLJEANS, NLACTIVE and NLCollection
in respect of which registration is sought. By contrast, the Board of Appeal found that the opposing
Community trade marks were phonetically and conceptually similar because the letter combination NL' which
constitutes the earlier trade mark is reproduced as the dominant element in the marks NLSPORT, NLJEANS,
NLACTIVE and NLCollection in respect of which registration is sought. The Board of Appeal considered that
in the clothing industry, it is common for the same trade mark to have different configurations depending on
the type of goods to which it refers and that sub-brands are often used to distinguish the different product
ranges. It considered therefore that the consumer could be misled into thinking that the goods of the marks
NLSPORT, NLJEANS and NLACTIVE in respect of which registration is sought belong to lines for young
people or, in the case of the mark NLCollection, that it relates to new lines brought out each season, whereas
the goods of the earlier mark belong to a more sophisticated range of clothing. The Board of Appeal
concluded from this that there was a likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94.

Forms of order sought

11. The applicant claims in each case that the Court should:

- annul the decision of the Board of Appeal;

- order OHIM and, where applicable, the intervener to pay the costs of the present proceedings and of the
proceedings before the Board of Appeal.

12. OHIM contends in each case that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

Arguments of the parties

13. Except in certain minor respects, the pleas and arguments of the parties are the same in all four of the
present cases. In support of its actions the applicant raises a single plea in law alleging infringement of Article
8(1)(b) of Regulation No 40/94.

14. First, the applicant submits that the Board of Appeal erred in its analysis of the trade marks applied for
by concentrating on the letter combination NL' and thus by separating those letters from the words which
follow, namely sport', jeans', active' and collection'.

15. Second, the applicant considers that the letter combination NL' is neither the dominant element of each of
the marks applied for nor the constituent element of the earlier Community trade mark.
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As regards, first, the marks in respect of which registration is sought, the applicant challenges the finding that
the words sport', jeans', active' and collection' are slightly distinctive in the industry in question. Next, as
regards the earlier trade mark, the applicant submits that it is impossible to determine with certainty the letters
of which it is composed. According to the applicant, besides the letters NL', it could be the letters ALV',
AVOL', AOL' or AL'. It further considers that if the consumer perceives the earlier trade mark back to front,
it is possible to discern the letters JRV' or JPV'. Finally, the applicant adds that according to settled case-law
and academic opinion, trade marks composed of only two or three letters are inherently slightly distinctive and
those letters cannot therefore constitute the dominant element of a sign. In support of its argument, the
applicant refers to paragraph 8.3 of OHIM's guidelines on examination and cites a judgment of 21 January
1993 of the Tribunal Supremo (Spanish Supreme Court) according to which it is not possible to appropriate
the phonetic aspect of particular letters of the alphabet for one's own use. It further points to the coexistence
of several registered trade marks at national and Community level comprising the letter combination NL'.

16. Third, the applicant points out that, as regards the visual aspect of the signs in question, the earlier mark
is distinctly baroque in character'. It claims that the Board of Appeal failed to recognise the importance of that
figurative character.

17. Fourth, the applicant considers that the Board of Appeal's reasoning in respect of the phonetic similarity of
the signs is inconsistent in so far as it finds simultaneously that the marks in question are phonetically both
similar and identical. Furthermore, the applicant complains that the Board of Appeal focused its comparison on
the letter combination NL'.

18. The applicant submits, lastly, that the average consumer in the clothing sector is particularly attentive to
trade marks when buying clothes, so that it is difficult for him or her to be misled.

19. According to OHIM, the applicant's criticism is unfounded. It considers that there is a likelihood of
confusion between the earlier trade mark and the marks in respect of which registration is sought for the
reasons set out in the decisions of the Board of Appeal.

20. OHIM denies that the average consumer in the clothing sector is particularly well informed and attentive.
At the hearing, OHIM stated that the degree of attention that the consumer pays to the mark depends in
particular on the value of the product in question and the degree of specialisation of the target public. In the
present case, the applicant merely asserts, without any explanation supported by evidence, that the degree of
attention that the consumer pays to trade marks is higher in the clothing sector than in other sectors.

21. OHIM contends that the opposing signs are aurally and conceptually similar. At the hearing OHIM stated
that the fact that the dominant element of those signs is a letter combination does not imply that greater
weight should be attributed to the different visual features than to the phonetic and conceptual similarity of
the signs. OHIM recognises that, as a general rule, the figurative element does render distinctive a sign
constituted of a letter or combination of two letters, but it emphasises that the assessment of the likelihood of
confusion is also governed by other principles. In its view, if a sign is in fact distinctive, even slightly, and
was validly registered as a trade mark, that mark qualifies for protection under Article 8(1)(b) of Regulation
No 40/94. OHIM does not exclude the possibility of according different weight to the visual, phonetic and
conceptual similarity of the signs in question depending on the conditions in which the goods are marketed on
the specific market. Given that the goods in question are identical and that the use of sub-brands is common
in the clothing industry, OHIM considers that there is a likelihood of confusion in the present case.

Findings of the Court
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22. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if, because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks, there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
Under Article 8(2)(a)(i) of Regulation No 40/94, earlier trade marks means, inter alia, Community trade marks
in respect of which the date of application for registration is earlier than that for registration of the
Community mark.

23. According to settled case-law, a likelihood that the public might believe that the goods or services in
question come from the same undertaking or, as the case may be, from economically-linked undertakings
constitutes a likelihood of confusion.

24. According to that case-law, the likelihood of confusion must be assessed globally, in the light of the
perception of the signs and the goods or services in question on the part of the relevant public and, taking
into account all factors relevant to the case, in particular the interdependence of the similarity of the signs and
that of goods or services identified (Case T-162/01 RTB v OHIM - Giorgio Beverly Hills (GIORGIO
BEVERLY HILLS) [2003] ECR II-0000, paragraphs 31 to 33, and the case-law cited there).

25. In this case, the goods in question (clothing, particularly clothing for women and girls) are everyday
consumer items (Case T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II-4359, paragraph
29, and Case T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003]
ECR II-0000, paragraph 43). The trade mark on which the opposition is based is registered as a Community
trade mark. It follows that the relevant public by reference to which the likelihood of confusion must be
assessed is composed of average consumers in the European Community.

26. It is not in dispute between the parties that the goods covered by the trade marks applied for are partly
similar and partly identical.

27. In those circumstances, the outcome of the action depends on the degree of similarity between the signs in
question. As is clear from settled case-law, the global assessment of the likelihood of confusion, as far as
concerns the visual, aural or conceptual similarity of the opposing signs, must be based on the overall
impression given by those signs, bearing in mind, inter alia, their distinctive and dominant components (see
BASS , paragraph 47, and the case-law cited).

28. As regards their visual aspect, the Board of Appeal described the earlier trade mark as being formed of
two capital letters, NL, aligned vertically and with a design font called, in English, Stephenson Blake, sloping
to the right' (paragraph 32 of the decision of the Board of Appeal in Case T-117/03, paragraph 31 of the
decisions of the Board of Appeal in Cases T-118/03 and T-119/03, and paragraph 28 of the decision of the
Board of Appeal in Case T-171/03). The Court finds that description to be accurate. In the earlier trade mark,
the letter L' is clearly recognisable. It is positioned below and to the right of the other letter. Since text is
normally read from left to right and from top to bottom, the letter L' is not the first in the letter combination.
Between the left part of the letter N', which could form the apex of a letter A', and the upper part of the
letter L' there is a space in which it may clearly be seen that it is not the transversal bar of a letter A'.
Therefore the first letter will not be read as an A'. Moreover, the upper part of the letter L' cannot be read as
forming a letter O'. Finally, it should be noted that it is necessary to compare the signs as they are protected
and not as they might be perceived by the consumer reading them back to front. Accordingly, the applicant's
doubts about how the earlier sign might be perceived are not justified.

29. Each of the signs applied for is made up of a figurative sign composed of the letters NL',
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followed directly by a word in capital letters in Cases T-117/03 to T119/03 and by a word comprising a
capital letter and nine lower-case letters in Case T-171/03. In each sign, the letter combination NL' appears in
bold type whilst the other letters are printed in normal type. It follows that the letters NL' are the dominant
visual element of each of the trade marks applied for, as stated - rightly - in the decisions of the Board of
Appeal.

30. OHIM rightly points out that the signs applied for are similar in morphosyntactical structure. Only
NLCollection differs slightly in that the sign is not composed entirely of capital letters and the word
NLCollection is enclosed in a black rectangular frame. Even if the applicant rightly criticises the fact that the
decision of the Board of Appeal of 15 April 2003, by following the model of the decisions of 27 January
2003, has not taken account of those particularities, the Board of Appeal's assessment of the visual aspect of
the sign remains correct in that the letter combination NL' constitutes the dominant visual element of
NLCollection' in respect of which registration is sought.

31. When comparing visually the earlier sign and the signs applied for, the Board of Appeal found there to be
slight similarity. The applicant has not challenged that finding.

32. As regards the conceptual similarity of the signs in question, it should be noted that the signs applied for
are composed of the letters NL' and the words sport', jeans', active' and collection'. The earlier trade mark
consists solely of the letter combination NL'. As the Board of Appeal rightly found, NL' has no meaning in
the clothing sector.

33. By contrast, as OHIM rightly pointed out, the words sport', jeans', active' and collection' in the English
and French languages each have a conceptual content descriptive of the goods covered. In the clothing sector,
the word sport' evokes the idea of sportswear or clothing which is sporting in style. The word jeans' is
identified as descriptive of denim clothes. The word collection' refers to a group of items of clothing designed
for one season. The word active' refers rather to the use of the goods, namely clothes for active people or
which allow them to be active.

34. The Court notes that the public will not generally consider a descriptive element forming part of a
complex mark as the distinctive and dominant element of the overall impression conveyed by that mark (Case
T-129/01 Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II-0000, paragraph 53). In this regard
it suffices that the descriptive nature of such an element is perceived in a part of the Community. Although
Article 8 of Regulation No 40/94 does not contain a provision similar to Article 7(2) of that regulation, the
Court has inferred from the principle of the unitary character of the Community trade mark set down in
Article 1(2) of that regulation that registration must be refused even if a relative ground for refusal obtains in
only part of the Community (Case T-355/02 Mühlens v OHIM - Zirh International (ZIRH) [2004] ECR
II-0000, paragraphs 35 and 36, appeal pending).

35. In the present case, the signs applied for contain elements which have a conceptual content descriptive of
the goods covered, at least for the English-speaking public and French-speaking public. The Board of Appeal
therefore rightly found that, at least for them, the dominant conceptual element of each of the marks applied
for is the letter combination NL' which is the sole element of the earlier trade mark.

36. As for aural similarity, it should be noted that, in the light of the assessment made at paragraphs 28 to 30
above in respect of visual similarity, since the earlier trade mark is composed of the letters N' and L', it will
be pronounced as N-L' in the majority of languages of the European Community including in particular
French and English. NLSPORT will, at least in French or English, be pronounced N-L-sport'. The other marks
applied for will be pronounced N-L-jeans', N-L-active' and N-L-collection'. It follows that aurally the letter
combination N-L' which constitutes the
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earlier mark is included in each of the marks applied for. At least for French- and English-speaking
consumers, the words sport, jeans, active and collection will be perceived as descriptive elements of the goods
or of their intended use. Therefore, the letter combination NL' constitutes - at least for that public - the
dominant phonetic element. The findings of the Board of Appeal at paragraphs 33 (Case T-117/03), 32 (Cases
T-118/03 and T-119/03) and 29 (Case T-171/03) of the decisions of the Board of Appeal must therefore be
upheld. It must also be stated that the Board did not find that there was phonetic identity between the signs
but phonetic identity between the dominant element of the signs applied for, NL', and the letter combination
NL' of the earlier trade mark.

37. The fact that the sign comprising the earlier mark is wholly incorporated in the dominant element of each
of the signs applied for justifies the conclusion that there is significant phonetic similarity (see, for the
opposite case, Fifties , paragraph 40).

38. The applicant submits that the Board of Appeal did not carry out a global assessment of the similarity of
the signs but separated the signs applied for into the letter combination NL' and the words sport', jeans',
active' or collection'.

39. It should be noted in this regard that, whilst the average consumer normally perceives a mark as a whole
and does not proceed to analyse its various details (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23),
in general it is the dominant and distinctive features of a sign which are more easily remembered (see, to that
effect, Fifties , paragraphs 47 and 48). Consequently, the Board of Appeal cannot be criticised for having
examined what are, in the consumer's perception, the distinctive and dominant elements of the marks which
the consumer will retain in mind.

40. Accordingly the Board of Appeal did not err in law in finding that there was phonetic and conceptual
similarity between the signs in question.

41. As regards the global assessment of the likelihood of confusion, the Board of Appeal concluded that there
was such a likelihood given the phonetic and conceptual similarity of the signs, the identity of the goods and
the conditions under which they were marketed in the clothing sector in which the use of sub-brands and the
presentation of a sign in several configurations is common. The applicant challenges that finding for two
reasons.

42. First, the applicant considers that, in the clothing sector, the average consumer is particularly attentive to
trade marks so that it is difficult for that person to be misled.

43. It should be noted in this regard that the average consumer's level of attention may vary according to the
category of goods or services in question (see, by analogy, Case C-342/97 Lloyd Schuhfabrik Meyer [1999]
ECR I-3819, paragraph 26). As OHIM rightly pointed out, an applicant cannot simply assert that in a
particular sector the consumer is particularly attentive to trade marks without supporting that claim with facts
or evidence. As regards the clothing sector, the Court finds that it comprises goods which vary widely in
quality and price. Whilst it is possible that the consumer is more attentive to the choice of mark where he or
she buys a particularly expensive item of clothing, such an approach on the part of the consumer cannot be
presumed without evidence with regard to all goods in that sector. It follows that that argument must be
rejected.

44. Second, the applicant submits that letter combinations are by nature not very distinctive. Furthermore,
according to the applicant it is not possible to appropriate the phonetic aspect of a letter combination for one's
own use; the applicant relies in this respect on a decision of the Tribunal Supremo of 21 January 1993
concerning a sign composed of the letter D'. Finally, the applicant points out that there are several national
and Community trade marks comprising the element NL' and there has not been found to be any likelihood of
confusion between them.
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45. As regards the fact that several trade marks containing the letter combination NL' have been registered, the
Court finds that the applicant has not shown that those cases are transposable to the present case. Furthermore,
OHIM points out, without being contradicted, that the Community registrations to which the applicant referred
have never been the subject of opposition proceedings. As for the decision of the Tribunal Supremo, OHIM
rightly pointed out that that case concerned a trade mark composed of a single letter. Finally, the legality of
decisions of the Boards of Appeal must be evaluated solely on the basis of Regulation No 40/94, as
interpreted by the Community Courts (BUDMEN , paragraph 61, and the case-law cited). It follows that that
part of the argument must fail.

46. As for the argument that the earlier trade mark cannot monopolise the phonetic aspect of NL', that
amounts in substance to denying the aural distinctiveness of that mark and consequently to the conclusion that
phonetic similarity cannot contribute to a likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94.

47. Article 4 of Regulation No 40/94 states that a Community trade mark may consist of any signs capable of
being represented graphically, particularly words and letters, provided that they are capable of distinguishing
the goods or services of one undertaking from those of other undertakings. The legislature thus expressly
included signs composed of a letter or letter combination in the list of examples in Article 4 of that regulation
of signs which may constitute a Community trade mark, subject to any absolute or relative grounds for refusal
upon which opposition to registration may be based.

48. Articles 7 and 8 of Regulation No 40/94 concerning refusal of registration do not lay down specific rules
for signs composed of a letter combination not forming a word. It follows that the global assessment of the
likelihood of confusion between such signs pursuant to Article 8(1)(b) of Regulation No 40/94 in principle
follows the same rules as that in respect of word signs comprising a word, a name or an invented term.
Accordingly, the applicant's argument that signs composed of a letter combination are by their nature not
phonetically distinctive must be rejected.

49. However, it should be noted that in the global assessment of the likelihood of confusion, the visual, aural
or conceptual aspects of the opposing signs do not always have the same weight. It is appropriate to examine
the objective conditions under which the marks may be present on the market (BUDMEN , paragraph 57).
The extent of the similarity or difference between the signs may depend, in particular, on the inherent
qualities of the signs or the conditions under which the goods or services covered by the opposing signs are
marketed. If the goods covered by the mark in question are usually sold in self-service stores where consumer
choose the product themselves and must therefore rely primarily on the image of the trade mark applied to the
product, the visual similarity between the signs will as a general rule be more important. If on the other hand
the product covered is primarily sold orally, greater weight will usually be attributed to any aural similarity
between the signs.

50. The applicant has not mentioned any particular conditions under which the goods are marketed. Generally
in clothes shops customers can themselves either choose the clothes they wish to buy or be assisted by the
sales staff. Whilst oral communication in respect of the product and the trade mark is not excluded, the choice
of the item of clothing is generally made visually. Therefore, the visual perception of the marks in question
will generally take place prior to purchase. Accordingly the visual aspect plays a greater role in the global
assessment of the likelihood of confusion.

51. Nevertheless it is common in the clothing sector for the same mark to be configured in various ways
according to the type of product which it designates. It is also common for a single clothing manufacturer to
use sub-brands (signs that derive from a principal mark and which share with it a common dominant element)
in order to distinguish its various lines from one another (Fifties
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, paragraph 49, and BUDMEN , paragraph 57). In the present case the conceptual content of the marks
applied for may reinforce the consumer's perception of them as sub-brands of a mark NL. Even if the
consumer were faced with only one of the signs in question, the separate perception of NL' in bold type, first,
and then of the following word, which may evoke the idea of a certain style of clothing, might lead the
consumer to identify it as a sub-brand of the mark NL. Moreover, the different written form of the letter
combination NL' in the signs applied for as compared with that of the earlier trade mark NL could be
perceived as a particular configuration of that mark. Accordingly, the conclusion of the Board of Appeal that
the consumer may perceive the marks applied for as special lines originating from the undertaking which is
the proprietor of the earlier trade mark must be upheld.

52. Article 8(1)(b) of Regulation No 40/94 requires that there exist a likelihood of confusion but not that the
confusion be established. In those circumstances, whilst it is true that the Board of Appeal could have
examined the particular written form of the letter combination NL' in the earlier trade mark whose appearance
differs from that of the letters NL' in the trade marks applied for and which constitutes the most striking
inherent element of the earlier trade mark, the conclusion to which the Board of Appeal came was the correct
one. Given the identity of the goods and the conditions under which they are marketed referred to in the
preceding paragraph, the degree of similarity between the signs suffices in the present case to establish the
existence of a likelihood of confusion.

53. It follows that the single plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94, is
unfounded. The action must therefore be dismissed.

DOCNUM 62003A0117

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2003 ; A ; judgment

PUBREF European Court reports 2004 Page 00000

DOC 2004/10/06

LODGED 2003/04/04

JURCIT 61197J0342 : N 43
31994R0040-A01P2 : N 34
31994R0040-A04 : N 47
31994R0040-A07 : N 48
31994R0040-A07P2 : N 34
31994R0040-A08 : N 34 48
31994R0040-A08P1LB : N 22 - 53
31994R0040-A08P2LAPT1 : N 22
61995J0251 : N 39

© An extract from a JUSTIS database



62003A0117 European Court reports 2004 Page 00000 10

62001A0104 : N 25 37 39
62001A0129 : N 34 45 49 51
62001A0162 : N 24
62001A0292 : N 25 27
62002A0355 : N 34

SUB Community trade mark ; Industrial and commercial property

AUTLANG Spanish

MISCINF Joined cases : 603A0118 603A0119 603A0171

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA United Kingdom

PROCEDU Application for annulment - unfounded

DATES of document: 06/10/2004
of application: 04/04/2003

© An extract from a JUSTIS database



62003A0112 European Court reports 2005 Page 00000 1

Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2005. L'Oréal SA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for word mark FLEXI AIR - Earlier word mark FLEX - Relative
ground for refusal - Likelihood of confusion - Request for proof of genuine use - Article 8(1)(b), Article

8(2)(a)(ii) and Article 43(2) of Regulation (EC) No 40/94. Case T-112/03.

In Case T-112/03,

L'Oréal SA, established in Paris (France), represented by X. Buffet Delmas d'Autane, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by B.
Filtenborg, S. Laitinen and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) having been

Revlon (Suisse) SA, established in Schlieren (Switzerland),

ACTION brought against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 15 January 2003 (Case R 396/2001-4) relating to opposition
proceedings between L'Oréal SA and Revlon (Suisse) SA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and I. Pelikanova, Judges,

Registrar: B. Pastor, Deputy Registrar

having regard to the application lodged at the Registry of the Court of First Instance on

27 March 2003,

having regard to the response lodged at the Registry of the Court of First Instance on

31 July 2003,

having regard to the further document annexed to the application, lodged at the Registry of the Court of First
Instance on 8 September 2003, namely, a copy of the decision of the second Board of Appeal of the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) of 11 July 2003 in Case R 831/2002-2
relating to opposition proceedings between Revlon (Suisse) SA and Lancôme Parfums et Beauté &amp; Cie,

having regard to the reply lodged at the Registry of the Court of First Instance on 21 October 2003,

further to the hearing on

28 September 2004,

gives the following

Judgment

Costs
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95. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. In this case, the
applicant has been unsuccessful and the Office has applied for costs. The applicant must therefore be ordered
to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 9 December 1998, the applicant filed an application for a Community trade mark with the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark for which registration was sought is the word sign FLEXI AIR.

3. The goods in respect of which registration was sought are in Class 3 of the Nice Agreement concerning the
International Classification of Goods and Services for the purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following description: Shampoos; gels, mousses and
balms, preparations in aerosol form for hairdressing and hair care; hair lacquers; hair-colouring and
hairdecolorising preparations; permanent waving and curling preparations; essential oils'.

4. On 30 August 1999, the application for the trade mark was published in Community Trade Marks Bulletin
No 69/99.

5. On 30 November 1999, Revlon (Suisse) SA (hereinafter the opponent') filed a notice of opposition pursuant
to Article 42(1) of Regulation No 40/94 against the registration of the trade mark applied for.

6. The opposition was based on the word mark FLEX (hereinafter the earlier mark') which was covered by the
following registrations:

- registration in France in respect of goods in Classes 3 and 34, namely, bleaching preparations and other
substances for laundry use; cleaning, polishing, scouring and abrasive preparations; soaps; perfumery, essential
oils, cosmetics, hair lotions; dentifrices; tobacco (raw or manufactured); smokers' articles; matches';

- registration in Sweden in respect of products in Class 3, namely shampoos; hair balsam, mousse, hair spray
and hair gel';

- registration in the United Kingdom of goods in Class 3, namely, shampoos and conditioning preparations, all
for hair'.

7. In support of its opposition, the opponent relied on the relative ground for refusal referred to in Article
8(1)(b) of Regulation No 40/94.

8. On 7 December 1999, the applicant was informed that an opposition had been filed against its application
for a trade mark. On 23 March 2000, the Opposition Division invited the opponent to submit further evidence
in support of its opposition by 23 July 2000 and the applicant to submit
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its observations in response to the notice of opposition by 23 September 2000.

9. No observations were received by the Office from the parties within those timelimits.

10. On 27 November 2000, the Office notified both parties that, in the absence of further observations, it
would give a decision on the basis of the evidence before it.

11. On 28 and 29 November 2000, the Office received observations from the applicant stating that, for
reasons beyond its control' it had only just become aware of the opposition. The applicant also requested
proof of genuine use of the earlier mark and stated that it reserved the right to request restitutio in integrum.
It also attached a copy of its observations submitted in related opposition proceedings.

12. On 26 March 2001, the Opposition Division replied that it would not take account of the observations
referred to in the previous paragraph, because they had been filed after the abovementioned notification of 27
November 2000.

13. By decision of 27 March 2001, the Opposition Division rejected the application for a trade mark, on the
ground of a likelihood of confusion between the trade mark applied for and the earlier mark registered in the
United Kingdom.

14. On 20 April 2001, the applicant filed a notice of appeal against that decision under Article 59 of
Regulation No 40/94.

15. By decision of 15 January 2003 (hereinafter the contested decision'), the Fourth Board of Appeal
dismissed the appeal and ordered the applicant to pay the costs.

Forms of order sought by the parties

16. The applicant claims that the Court of First Instance should:

- annul the contested decision;

- order the Office to pay the costs of these proceedings and of those before the Board of Appeal.

17. The Office contends that the Court of First Instance should:

- dismiss the application;

- order the applicant to pay the costs.

Law

18. In support of its action, the applicant puts forward three pleas in law, alleging infringement of essential
procedural requirements relating to the request for proof of genuine use of the earlier mark, infringement of
Article 8(1)(b) of Regulation No 40/94 and infringement of Article 8(2)(a)(ii) of that regulation.

The first plea in law: infringement of essential procedural requirements relating to the request for proof of
genuine use

Arguments of the parties

19. The applicant maintains, firstly, that, by upholding the decision of the Opposition Division rejecting the
request for proof of genuine use of the earlier mark, the Board of Appeal infringed Article 43(2) of
Regulation No 40/94 and Rule 22(1) of Commission Regulation (EC) No 2868/95 of 13 December 1995
implementing Regulation No 40/94 (OJ 1995 L 303, p. 1). It points out that, in so far as neither of those
provisions prescribes a period within which proof of genuine use must be requested, such a request may be
filed until the opposition proceedings are concluded, which, in this case, was not until 27 March 2001, the
date of the Opposition Division's decision.

© An extract from a JUSTIS database



62003A0112 European Court reports 2005 Page 00000 4

20. Secondly, the applicant argues that, by upholding the decision of the Opposition Division rejecting the
request for proof of genuine use, the Board of Appeal infringed the principle of functional continuity, as laid
down by the judgments of the Court of First Instance in Case T163/98 Procter &amp; Gamble v OHIM
(BABY-DRY ) [1999] ECR II2383, Case T122/99 Procter &amp; Gamble v OHIM (Soap bar shape ) [2000]
ECR II265, Case T198/00 Hershey Foods v OHIM (Kiss Device with plume ) [2002] ECR II2567, Case
T63/01 Procter &amp; Gamble v OHIM (Soap bar shape ) [2002] ECR II5255 and Case T308/01 Henkel v
OHIM - LHS (UK) (KLEENCARE ) [2003] ECR II3255.

21. The Office contends that this plea in law is not well founded.

Findings of the Court

22. It must be noted, as a first point, that Rule 22(1) of Regulation No 2868/95 is irrelevant in this case. It
provides that, where the opposing party has to furnish proof of use of the earlier mark, the Office is to invite
him to provide the proof required within such period as it shall specify. However, in these proceedings, the
question which arises is not by what time proof of genuine use of the earlier mark must be furnished, but by
what time that proof must be requested.

23. Secondly, in paragraph 16 of the contested decision, the Board of Appeal considered that the appellant's
request for proof of genuine use of the earlier mark had not been submitted within the timelimit set and did
not need to be taken into account for the decision on the opposition.

24. In examining the validity of that consideration, it should be recalled, first, that, pursuant to Article 43(2)
and (3) of Regulation No 40/94, for the purposes of examining an opposition introduced under Article 42 of
that regulation, the earlier mark is presumed to have been put to genuine use as long as the applicant does not
request proof of such use. The presentation of such a request therefore has the effect of shifting the burden of
proof to the opponent to demonstrate genuine use (or the existence of proper reasons for nonuse) upon pain of
having his opposition dismissed. For that to occur, the request must be made expressly and timeously to the
Office (judgment of 17 March 2004 in Joined Cases T183/02 and T184/02 El Corte Inglés v OHIM -
Gonzalez Cabello and Iberia Líneas Aéreas de España (MUNDICOR ), not yet published in the ECR,
paragraph 38).

25. On that point, it is true that the ninth recital in the preamble to Regulation No 40/94 states that there is
no justification for protecting Community trade marks or, as against them, any trade mark which has been
registered before them, except where the trade marks are actually used'. From that point of view, it is
inappropriate to restrict unduly the scope available to an applicant for a trade mark to require proof of use of
the mark invoked against registration of the trade mark applied for.

26. However, genuine use of the earlier mark is a matter which, once raised by the applicant for the trade
mark, must be settled before a decision is given on the opposition proper.

27. In that regard, since opposition proceedings and appeal proceedings are both inter partes proceedings, the
Office must invite the parties, as often as necessary, to file observations on communications from the other
parties or issued by itself (see, to that effect, Article 43(1) and Article 61(2) of Regulation No 40/94). In
order to ensure better organisation of the proceedings, those observations must, in principle, be filed within the
timelimit fixed by the Office.

28. In this case, the Opposition Division, by letter dated 23 March 2000, and in accordance with Article 43(1)
of Regulation No 40/94, invited the opponent to submit new evidence in support of its opposition by 23 July
2000 and the applicant to submit its observations in response to the notice of opposition by 23 September
2000. The applicant should therefore, in principle, have reque sted proof of genuine use of the earlier mark
within the timelimit set, that is to say, by 23 September
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2000.

29. There is no material in the file which could justify a derogation from that principle. In particular, the
reasons beyond its control' put forward by the applicant and referred to in paragraph 11 above do not
constitute such material. In reply to an oral question put by the Court, the applicant stated that this was an
administrative error for which it was responsible.

30. In those circumstances, the Opposition Division was fully entitled to hold that the request for proof of
genuine use, submitted by the applicant by communications of 28 and 29 November 2000, was filed out of
time and, therefore, to reject it.

31. It follows that, by holding, in paragraph 16 of the contested decision, that that request had not been filed
within the time-limit set, the Board of Appeal did not infringe Article 43(2) of Regulation No 40/94.

32. With regard, next, to the argument concerning the principle of functional continuity, the relevant points of
the notice of appeal filed by the applicant with the Board of Appeal are worded as follows (see points 2.2.9
and 3.10 of the notice of appeal):

... the appellant asks, subsidiarily, that, in accordance with Article 62 CTMR, the Board exercise the power
within the competence of the Opposition Division and accept the appellant's request for evidence of use of the
earlier opposing UK trademark or remit the case to the Opposition Division for compliance with the
applicant's request for said evidence of use.'

33. That shows that, before the Board of Appeal, the applicant reiterated, subsidiarily, its request for proof of
genuine use of the earlier mark.

34. However, in the contested decision, the Board of Appeal did not mention that subsidiary request, even
though it rejected the principal claim concerning likelihood of confusion.

35. That error does not, however, justify annulment of the contested decision, since the Board of Appeal was
properly entitled to reject that subsidiary request for proof of genuine use, without infringing the principle of
functional continuity.

36. The powers of the Office's Boards of Appeal imply that they are to reexamine the decisions taken by the
Office's departments at first instance. In the context of that re-examination, the outcome of the appeal depends
on whether or not a new decision with the same operative part as the decision under appeal may be lawfully
adopted at the time of the appeal ruling. Thus, the Boards of Appeal may, subject only to Article 74(2) of
Regulation No 40/94, allow the appeal on the basis of new facts relied on by the party who has brought the
appeal or on the basis of new evidence adduced by that party (judgment in KLEENCARE , cited above,
paragraph 26). Moreover, the extent of the examination which the Board of Appeal must conduct is not, in
principle, determined by the grounds relied on by the party who has brought the appeal. Accordingly, even if
the party who has brought the appeal has not raised a specific ground of appeal, the Board of Appeal is none
the less bound to examine whether or not, in the light of all the relevant matters of fact and of law, a new
decision with the same operative part as the decision under appeal may be lawfully adopted at the time of the
appeal ruling (judgment in KLEENCARE , paragraph 29).

37. In this case, the question whether, at the time of its ruling, the Board of Appeal was lawfully entitled to
adopt a decision which, like that of the Opposition Division, rejected the request for proof of genuine use,
must be answered in the affirmative. Before the Board of Appeal, the applicant did not adduce any new
matter justifying the failure to submit that request within the time-limit set by the Opposition Division.
Accordingly, since the factual situation remained, in that respect, identical to that on which the Opposition
Division had been required to rule, the Board of Appeal was lawfully entitled to hold, along the lines of what
is set out in paragraphs
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28 to 31 above in respect of the proceedings before the Opposition Division, that the request made
subsidiarily before it had not been submitted in time.

38. It follows that the first plea in law must be rejected.

The second plea in law: infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

39. The applicant maintains that, by concluding that there was a likelihood of confusion, the Board of Appeal
infringed Article 8(1)(b) of Regulation No 40/94.

40. In that connection, it submits, first, that, since the contested decision was based on the registration of an
earlier mark in the United Kingdom, the likelihood of confusion must be assessed in relation to that country.

41. It concurs with the finding of the Board of Appeal concerning the weak distinctive character of the earlier
mark.

42. Next, it maintains that the Board of Appeal erred in concluding that the signs in question were so similar
that they could be confused.

43. First, the weak distinctive character of the earlier mark should have led the Board of Appeal to take the
view that only a complete reproduction of that mark could give rise to a likelihood of confusion.

44. Secondly, the conflicting signs are not sufficiently similar to give rise to a likelihood of confusion.

45. On the visual level, the applicant argues, in the first place, that a sign made up of a combination of two
words cannot be regarded as visually similar to a sign made up of one word alone, especially since neither of
the two words is identical to the earlier sign which is shorter. In that regard, the applicant relies on the
judgment in Case T110/01 Vedial v OHIM - France Distribution (HUBERT ) [2002] ECR II5275, which is all
the more significant since, unlike the verb flex' and the root flexi', the common word shared by the signs at
issue in the case giving rise to that judgment is spelt in the same way and is extremely distinctive. In
addition, it relies on the decisions of the Boards of Appeal in the SIMPLELIFE / SIMPLE LIFE ,
FREEZOMINT/FREEZE , MILES/MILESTONE , TAPAS / TAPARICA , GIRA / GIRALDA and DRIVE /
DRIVEWAY cases.

46. In the second place, the view taken by the Board of Appeal that the consumer's attention will
automatically be drawn by the first, common, part of the signs is not substantiated by any specific reasons and
is incompatible with the decision of the Board of Appeal in the ORANGEX / ORANGE X-PRESS case.

47. On the phonetic level, the applicant claims that the addition of the letter i' to the word flex' creates an
extra syllable. Moreover, the earlier sign consists primarily of consonants, whereas the sign applied for has
more vowels and would be pronounced in a sing-song manner in the United Kingdom.

48. On the conceptual level, the applicant maintains, first, that the opponent is itself aware of the descriptive
character of the word flex', since the FLEX mark was registered in the parts of the United Kingdom and
Ireland registers devoted to trade marks with less distinctive strength and it did not base the present opposition
on the wellknown character of the earlier mark in the United Kingdom. The applicant concludes that, in
Englishspeaking countries, the word flex' cannot constitute the dominant element of the sign FLEXI AIR. On
the contrary, from a grammatical point of view, the word air' is its most important element, since flexi' can be
short for the adjective flexible', qualifying the noun air'.
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49. The applicant points out that flexi' does not exist in the English language and that the sign applied for is
a fanciful name. Referring to the extract from an English dictionary, it also states that, from among the
numerous meanings of the word air', the Board of Appeal chose one of the least common. On the other hand,
the word flex' has a particular meaning in English and therefore does not have a distinctive character.

50. The applicant adds, so far as the comparison of the signs is concerned, that the reasoning for the
contested decision is contrary to the judgment in Case T6/01 Matratzen Concord v OHIM - Hukla Germany
(MATRATZEN ) [2002] ECR II-4335, in so far as the word flex' is not the dominant element of the sign
applied for and the other components of the mark are not negligible.

51. As regards the global assessment of the likelihood of confusion, the applicant points out that it is not
disputed that, unlike the goods at issue in the case which gave rise to the judgment in Case T99/01 Mystery
Drinks v OHIM - Karlsberg Brauerei (MYSTERY ) [2003] ECR II-43, the goods at issue in this case are not
ordered by word of mouth but displayed on shelves, rendering any potential phonetic similarity and,
consequently, the likelihood of confusion insignificant.

52. Moreover, referring to copies of United Kingdom registrations, the applicant maintains that average
consumers in that country are not likely to confuse the trade marks at issue since they are already exposed to
numerous other marks containing the word flex' for similar or identical goods.

53. The applicant further argues that the reasoning adopted by the second Board of Appeal in its decision of
11 July 2003, lodged by the applicant at the Court Registry on 8 September 2003, referred to above, in
reaching the conclusion that there was no likelihood of confusion between the marks FLEX and FLEXIUM is
directly applicable in this case. Thus, a generic term such as flex' may not be monopolised. In the applicant's
view, that decision is all the more significant since it refers to two signs, each composed of a single word,
whereas the sign applied for in this case is composed of two words, neither of which or any of the syllables
of which is identical to the earlier mark (flexiair').

54. The Office disputes the validity of this plea in law.

Findings of the Court

55. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for must not be registered if, because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks, there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.

56. According to settled caselaw, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

57. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception that the relevant public has of the signs and the goods or services at issue, and taking into
account all factors relevant to the circumstances of the case, in particular the interdependence of the similarity
between the signs and the similarity between the goods or services covered (see Case T162/01 Laboratorios
RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS ) [2003] ECR II-2821, paragraphs 31 to
33, and the case-law cited).

- The relevant public

58. The applicant does not criticise the fact that the Board of Appeal assessed the likelihood of confusion in
the United Kingdom. Nor does it dispute the view of the Board of Appeal that the relevant public consists of
the average consumer, whose degree of attention is not particularly
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high. Consequently, for the purpose of examining the present plea in law, the Court considers it appropriate to
start from those premisses.

- The distinctive character of the earlier mark

59. The parties agree, as is pointed out by the Board of Appeal, that the earlier mark is of weak distinctive
character.

60. The applicant nevertheless maintains that that weak distinctive character should have led the Board of
Appeal to take the view that only a complete reproduction of the earlier mark could give rise to a likelihood
of confusion.

61. That argument must be rejected. Although the distinctive character of the earlier mark must be taken into
account when assessing the likelihood of confusion (see, by analogy, judgment of the Court of Justice in Case
C39/97 Canon [1998] ECR I-5507, paragraph 24), it is only one factor among others involved in that
assessment. Thus, even in a case involving an earlier mark of weak distinctive character, on the one hand, and
a trade mark applied for which is not a complete reproduction of it, on the other, there may be a likelihood
of confusion on account, in particular, of a similarity between the signs and between the goods or services
covered.

- Comparison of the goods at issue

62. The applicant does not dispute the view of the Board of Appeal that the goods at issue are in part
identical and in part very similar. Consequently, for the purpose of examining the present plea in law, the
Court is of the opinion that it is appropriate to proceed on that basis.

- The signs at issue

63. As is clear from settled case-law, the global assessment of the likelihood of confusion, as far as concerns
the visual, aural or conceptual similarity of the conflicting signs, must be based on the overall impression
given by the signs, bearing in mind, inter alia, their distinctive and dominant components (see Case T292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II4335, paragraph
47, and the caselaw cited).

64. On the visual level, the Board of Appeal took the view that the sign FLEXI AIR consists essentially of
the word flex'. In addition, being placed at the beginning, the element flex' is likely to have a greater impact
than the rest of the sign applied for. The word air' is in the secondary position and is shorter. Consumers
generally take more note of a mark's beginning than of its ending. The dominant character of the element flex'
is not substantially altered by the addition of the letter i'. The Board of Appeal therefore concluded that the
signs are visually similar.

65. Those considerations are not marred by any error and the arguments advanced by the applicant in that
regard, referred to in paragraphs 45 and 46 above, cannot be accepted.

66. With regard to the first set of arguments, it must be pointed out, firstly, that there is no reason why a
sign consisting of two words and a sign consisting of a single word may not be visually similar. Secondly, in
this case, neither the fact that neither of the two words in the sign applied for is identical to the earlier sign
nor the fact that the latter is short is capable of invalidating the visual similarity created by the coincidence of
four letters of the sign applied for out of eight, placed in the same order and at the beginning of both signs.

67. As regards the argument derived from the judgment in HUBERT , cited above, it is sufficient to note that
the conclusion drawn by that judgment, that the overall visual impression of the signs at issue is different, is
based, inter alia , on the figurative component of one of those signs (paragraph 54), whereas the signs in this
case are both verbal.
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68. With regard to the earlier decisions of the Boards of Appeal, referred to in paragraphs 45 and 46 above, it
should be noted that, according to settled caselaw, the legality of the decisions of Boards of Appeal
concerning registration of a sign as a Community mark must be assessed solely on the basis of Regulation No
40/94, as interpreted by the Community judicature, and not on the basis of a previous decision-making
practice of those boards (Case T106/00 Streamserve v OHIM (STREAMSERVE ) [2002] ECR II-723,
paragraph 66, not called in question by th e order of 5 February 2004 of the Court of Justice in Case
C150/02 P Streamserve v OHIM , not yet published in the ECR). In addition, although factual or legal
grounds contained in an earlier decision may, admittedly, constitute arguments to support a plea alleging
infringement of a provision of Regulation No 40/94 (Joined Cases T79/01 and T86/01 Bosch v OHIM (Kit
pro and Kit Super Pro ) [2002] ECR II4881, paragraph 33), it must be pointed out that the earlier decisions
referred to in paragraphs 45 and 46 above each concern signs the visual relationship between which is not
comparable with that in the present case.

69. Finally, with regard to the alleged failure to state reasons, referred to in paragraph 46 above, it must be
noted that the Board of Appeal stated that consumers generally take more note of a mark's beginning than of
its ending (paragraph 33 of the contested decision). In that connection, it cannot be accused of not having
further explained its position on this issue.

70. So far as concerns the phonetic comparison, the Board of Appeal held that the beginning of a sign plays
an essential part in that regard as well. The difference in pronunciation is created solely by the ending of the
sign applied for and is slight. The soft sound of the letter i' and the open way in which the word air' is
pronounced in English lead to the phonetic coincidence of the flex' component and, in particular, to the
pronunciation of the letter x'. In the view of the Board of Appeal, the signs are thus phonetically similar.

71. Those views are not erroneous either.

72. The arguments derived by the applicant from the presence of the letter i' and of the word air' in the sign
FLEXI AIR, referred to in paragraph 47 above, must be rejected. The fact remains that the first four letters
out of the eight forming the sign are pronounced in exactly the same way as the sign FLEX, that the letter i'
is merely a phonetically insignificant addition to those first four letters and that the addition of the word air'
is also not such as to preclude that partial identity of pronunciation.

73. Finally, on the conceptual level, the Board of Appeal took the view that the terms flex' and flexi' are
closely related, both alluding to the flexibility and therefore the vitality of hair. The addition of the term air'
does not alter that conceptual identity. Consequently, in the view of the Board of Appeal, the signs possess a
common meaning in the English language.

74. Those considerations are not vitiated by error either, and the arguments advanced by the applicant in that
regard, referred to in paragraphs 48 and 49 above, cannot be accepted.

75. With regard to the argument that the opponent is itself aware of the descriptive character of the word
flex', it is sufficient to point out that, even if true, such a circumstance is irrelevant to the conceptual
assessment of the signs at issue.

76. The same holds good with regard to the argument that, grammatically speaking, the word air' is the most
important component of the sign applied for, since the average consumer, who is not particularly attentive,
will not engage in a grammatical analysis of the signs at issue.

77. So far as concerns the argument relating to the meaning of the word air', it is sufficient to point out that,
whatever that meaning may be, it is not capable of displacing that of the component flexi' or, therefore, the
conceptual similarity created by that component.
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78. The arguments regarding, respectively, the lack of distinctive character of the earlier sign, the fact that the
word flexi' does not exist in the English language and the fact the sign FLEXI AIR is a fanciful name must
also be rejected, since they are not such as to overcome the fact that the words flex' and flexi' both refer, in
English, to flexibility (see, as regards the Spanish language, the judgment of 18 February 2004 in Case
T10/03 Koubi v OHIM - Flabesa (CONFORFLEX ), not yet published in the ECR, paragraph 48).

79. Next, so far as concerns the argument referred to in paragraph 50 above, it must be pointed out that,
although the judgment in MATRATZEN , cited above, states that a complex trade mark cannot be regarded as
being comparable to another trade mark which is identical or comparable to one of the components of the
complex mark, unless that component forms the dominant element within the overall impression created by the
complex mark, the mark referred to by that consideration is far from being comparable to the trade mark
applied for in this case, in particular since it contains a figurative element.

80. It must therefore be concluded that the Board of Appeal correctly took the view that the signs at issue are
similar on the visual, phonetic and conceptual level.

- Likelihood of confusion

81. In the view of the Board of Appeal, there is a likelihood that consumers will believe that the slight
difference between the signs reflects a variation in the nature of the goods or stems from marketing
considerations, and not that that difference denotes goods from different traders. The Board of Appeal
therefore concluded that there is a likelihood of confusion in the United Kingdom.

82. In that regard, it must be pointed out that the weak distinctive character of the earlier mark is not
disputed, that the signs at issue are similar on the visual, phonetic and conceptual level, and that the goods
are in part identical and in part very similar.

83. In those circumstances, it must be concluded that there is a likelihood of confusion.

84. The applicant's argument, referred to in paragraph 51 above, that the phonetic similarity of the signs is
insignificant must be rejected. Since the signs are similar and the goods are partly identical and partly very
similar, the question of the extent to which the phonetic similarity of the signs contributes to the likelihood of
confusion is irrelevant.

85. The argument referred to in paragraph 52 above, regarding the existence of other marks containing the
word flex' in the United Kingdom, must also be rejected. It should be recalled that it was precisely that
circumstance which prompted the Board of Appeal to consider, in paragraph 27 of the contested decision, that
the earlier mark is of weak distinctive character and to conclude, subsequently, that there is a likelihood of
confusion in the United Kingdom (see paragraph 81 above). That conclusion has been endorsed (see paragraph
83 above). Indeed, the applicant expressly concurred with the view that the earlier mark is of weak distinctive
character (see paragraphs 41 and 59 above).

86. Finally, as regards the arguments relating to the decision of the second Board of Appeal of 11 July 2003,
referred to in paragraph 53 above, it should again be recalled that the legality of the decisions of Boards of
Appeal concerning registration of a sign as a Community mark must be assessed solely on the basis of
Regulation No 40/94, as interpreted by the Community judicature, and not on the basis of a previous
decision-making practice of those boards, although factual or legal grounds contained in an earlier decision
may nevertheless constitute arguments to support a plea alleging infringement of a provision of that regulation
(see paragraph 68 above). However, it must be observed that the relationship between the signs covered by
the abovementioned decision of the second Board of Appeal is not comparable to that between the signs in
this case. The sign
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FLEXIUM consists of a single word from which it is not possible to extract the word flex', whereas flex' and
flexi' can easily be detached from the sign FLEXI AIR. Moreover, it must be pointed out that the conclusion
that there is a likelihood of confusion between the marks in the present case cannot be considered to result in
a monopolisation of the word flex'.

87. In the light of the foregoing, it must be concluded that, in taking the view that there is a likelihood of
confusion between the signs at issue, the Board of Appeal did not disregard Article 8(1)(b) of Regulation No
40/94.

88. Consequently, the second plea in law must be rejected.

The third plea in law: infringement of Article 8(2)(a)(ii) of Regulation No 40/94

Arguments of the parties

89. The applicant claims that, in failing to ascertain whether the earlier mark could validly be put forward in
opposition under United Kingdom law and to assess the likelihood of confusion under that law, the Board of
Appeal infringed Article 8(2)(a)(ii) of Regulation No 40/94. It points out that that provision must not confer
on the proprietor of a national trade mark greater rights in connection with an application for a Community
trade mark than those enjoyed by that proprietor under national legislation. The omission on the part of the
Board of Appeal might confer on the earlier mark more extensive protection at Community level than at
national level.

90. The Office contends that that plea in law is unfounded.

Findings of the Court

91. It must be pointed out that an application for a Community trade mark is subject to the procedures laid
down by Regulation No 40/94. Thus, under Article 8(1)(b) and Article 8(2)(a)(ii) of that regulation, the trade
mark applied for must not be registered if there exists a likelihood of confusion, within the meaning of Article
8(1)(b), with a trade mark registered earlier in a Member State. However, Regulation No 40/94 makes no
provision either for prior examination of whether that earlier national trade mark may properly be put forward
in opposition under the national legislation governing it or for assessment of the likelihood of confusion
between the two marks concerned in accordance with that national legislation.

92. Moreover, it must be pointed out that this plea in law is based on the hypothesis that Regulation No
40/94 confers on the proprietor of an earlier national trade mark greater rights in connection with an
application for a Community trade mark than those conferred on him by the national legislation governing that
earlier mark. However, under Article 4(1)(b) and Article 4(2)(a)(ii) of First Council Directive 89/104/EEC of
21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p.
1), the national laws of the Member States governing likelihood of confusion between a trade mark applied
for and an earlier national mark were fully harmonised. The legislative content of those provisions of
Directive 89/104 is identical to that of Article 8(1)(b) and Article 8(2)(a)(ii) of Regulation No 40/94. In those
circumstances the applicant's hypothesis is invalid.

93. The third plea in law must therefore be rejected.

94. Since all the pleas in law must be rejected, the application must also be dismissed.

DOCNUM 62003A0112

AUTHOR Court of First Instance of the European Communities

© An extract from a JUSTIS database



62003A0112 European Court reports 2005 Page 00000 12

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2005 Page 00000

DOC 2005/03/16

LODGED 2003/03/27

JURCIT 31994R0040-A08P1LB : N 39 - 88 91 92
31994R0040-A08P2LAPT2 : N 89 - 93
31994R0040-A42 : N 24
31994R0040-A43P1 : N 27 28
31994R0040-A43P2 : N 24 - 31
31994R0040-A43P3 : N 24
31994R0040-A61P2 : N 27
31994R0040-A73 : N 69
31994R0040-C9 : N 25
31995R2868-A01R22P1 : N 22
31989L0104-A04P1LB : N 92
31989L0104-A04P2LAPT2 : N 92
62000A0106 : N 68
62001A0162 : N 57
62001A0308 : N 36
62001A0292 : N 63
62002A0183 : N 24
62001A0079 : N 68
62003A0010 : N 78
62001A0006 : N 79
61997J0039 : N 61
62002J0150 : N 68

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

MISCINF POURVOI: C-235/05

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA France

PROCEDU Application for annulment - unfounded

DATES of document: 16/03/2005
of application: 27/03/2003

© An extract from a JUSTIS database



62003A0033 European Court reports 2005 Page 00000 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Osotspa Co. Ltd v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Earlier national and Community figurative SHARK marks - Application for

Community word mark Hai - Absolute ground for refusal - Likelihood of confusion - Article 8(1)(b) of
Regulation (EC) No 40/94. Case T-33/03.

In Case T-33/03,

Osotspa Co. Ltd, established in Bangkok (Thailand), represented by C. Gassauer-Fleissner, lawyer, with an
address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, T. Eichenberg and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Distribution &amp; Marketing GmbH, established in Salzburg (Austria), represented initially by C. Hauer and
subsequently by V. von Bomhard, A. Renck and A. Pohlmann, lawyers,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 27 November 2002 (Case R
296/2002-3) concerning opposition proceedings between Osotspa Co. Ltd and Distribution &amp; Marketing
GmbH,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, V. Tiili and V. Vadapalas, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court on

4 February 2003,

having regard to the response lodged at the Registry of the Court on

28 May 2003,

having regard to the response of the intervener lodged at the Registry of the Court on 27 May 2003,

further to the hearing on

29 September 2004,

gives the following

Judgment

Costs

71. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since OHIM and the intervener have applied
for costs and the applicant has been unsuccessful, the applicant must be ordered to pay their costs.
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On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

Orders the applicant to pay the costs.

Background

1. On 10 September 1997 Distribution &amp; Marketing GmbH (the intervener') filed an application for a
Community trade mark under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as amended, at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM).

2. The mark for which registration was sought is the word sign Hai.

3. The goods and services for which registration of the mark was sought fall within Classes 5, 12, 14, 25, 28,
32, 33, 34, 35, 41 and 42 within the meaning of the Nice Agreement Concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
amended and modified.

4. That application was published in Community Trade Marks Bulletin No 58/98 of 3 August 1998.

5. On 30 October 1998 Osotspa Co. Ltd (the applicant') gave notice of opposition under Article 42 of
Regulation No 40/94 against the registration of the mark applied for in respect of the goods and services
within Classes 5, 32, 33, 35 and 42 with the following description:

- Class 5: Strengthening and refreshing health care products, namely vitamin preparations, mineral
preparations, tonics';

- Class 32: Beers; mineral and aerated waters and other non-alcoholic drinks; fruit drinks and fruit juices;
syrups and other preparations for making beverages';

- Class 33: Alcoholic beverages (except beers)';

- Class 35: Organisation of trade fairs and exhibitions for commercial and advertising purposes relating
exclusively or non-exclusively to the following goods: strengthening and refreshing health care products,
namely vitamin preparations, mineral preparations, tonics; beers; mineral and aerated waters and other
non-alcoholic drinks; fruit drinks and fruit juices; syrups and other preparations for making beverages,
alcoholic beverages; distribution for advertising purposes of strengthening and refreshing health care products,
namely vitamin preparations, mineral preparations, tonics, beers, mineral and aerated waters and other
non-alcoholic drinks, fruit drinks and fruit juices, syrups and other preparations for making beverages and
alcoholic beverages';

- Class 42: Accommodation and catering for guests'.

6. The ground relied on in support of the opposition was that referred to in Article 8(1)(b) of Regulation No
40/94. The opposition was based on the existence, first, of national mark AM 537/96, registered in Austria on
10 May 1996, and, secondly, of Community trade mark No 168 427, registered on 12 May 1998, both of
which designate non-alcoholic drinks; syrups and other preparations for making beverages' included in Class
32 of the Nice Agreement, cited above. Those two earlier figurative marks (the earlier marks') are represented
as follows:

>image>0

7. By decision of 31 January 2002, the Opposition Division rejected the opposition, on the ground

© An extract from a JUSTIS database



62003A0033 European Court reports 2005 Page 00000 3

that there was no likelihood of confusion between the marks in question. Observing that it is necessary to take
account of the average distinctiveness of the earlier marks, it considered that the conflicting signs are entirely
different on the visual and aural level and that they have a completely different structure.

8. On 2 April 2002, the applicant lodged an appeal before OHIM pursuant to Articles 57 to 62 of Regulation
No 40/94 against the decision of the Opposition Division.

9. By decision of 27 November 2002 (the contested decision'), the Third Chamber of Appeal dismissed the
appeal. Essentially, it considered that, in spite of the fact that the goods covered by the conflicting marks
were partially identical and in view of the average distinctiveness of the earlier marks as well as the aural,
visual and conceptual differences which can clearly be perceived between the conflicting signs, there was no
significant likelihood of confusion on the part of the public of the Member States of the European Union, and
in Austria in particular. That conclusion is all the more apparent because that assessment must take account of
the average, reasonably well informed and reasonably observant and circumspect consumer who perceives a
mark as it is presented to him, without subjecting it to in-depth analysis or translating it into another
language.

Forms of order sought

10. The applicant claims that the Court should:

- vary the contested decision so as to allow the opposition to the registration of the mark Hai and refuse to
register that mark;

- in the alternative, refer the case back to OHIM;

- order OHIM to pay the costs.

11. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

12. The intervener contends that the Court should:

- dismiss the action in its entirety and uphold the contested decision;

- in the altern ative, refer the case back to OHIM;

- order the applicant to pay the costs.

Law

13. The applicant asks the Court, essentially, to refuse to register the Community trade mark applied for and
to annul the contested decision.

The request for refusal to register the Community trade mark applied for

14. By the second part of its first head of claim, the applicant asks the Court, in substance, to order OHIM to
refuse to register the mark applied for.

15. In that regard, it should be noted that, pursuant to Article 63(6) of Regulation No 40/94, OHIM is to be
required to take the necessary measures to comply with the judgment of the Community judicature. It is
therefore not for the Court of First Instance to issue directions to OHIM. It is for the latter to draw the
consequences of the operative part of judgments of the Court of First Instance and the grounds on which they
are based (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph
33; Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 12, and Case
T-129/01 Alejandro v OHIM
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- Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 22. The second part of the applicant's first head
of claim is therefore inadmissible.

The request for annulment of the contested decision

16. The applicant puts forward a single plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94.

Arguments of the parties

17. The applicant contests the assessment of the Board of Appeal that there is no real likelihood of confusion
between the signs in question.

18. In accordance with the formula that a low degree of similarity between the goods or services designated
by the marks in question can be offset by a high degree of similarity between those marks, and vice versa,
the applicant states that, at least as regards the goods in Class 32 which are identical, a low degree of
similarity between the marks should suffice for there to be a likelihood of confusion. The applicant maintains
that there is a likelihood of confusion, even where the goods and services are not identical, because the marks
at issue are in any event extremely similar.

19. Moreover, the applicant challenges the Board of Appeal's assessment that the earlier SHARK marks have
average distinctiveness. The earlier marks consist of a reproduction of an animal which catches the
imagination and is, quite evidently, purely fanciful in relation to the goods and services in question.

20. Moreover, the applicant claims that there is a likelihood of confusion where there is similarity from the
point of view of one of the three aspects - visual, aural or conceptual. It notes that, in the contested decision,
the conceptual similarity of the marks is established, but that that aspect is wrongly given less weight than the
visual and aural aspects. As an example, the applicant draws attention to the fact that the Board of Appeal
gave more importance to aural similarity than to the semantic content of the mark applied for by asserting that
the customers concerned would think that Hai' was a distortion of the English word high'.

21. According to the applicant, the conflicting signs in this case are likely to be confused because they have
just one meaning which is inherent, clear and immediately understandable. The average consumer immediately
perceives the semantic content of the marks in question and at once establishes an association between that
content and, as a result, between the two signs.

22. In addition, and contrary to the assertion of the Board of Appeal, that conceptual identity is not cancelled
out by the use of two different languages. In that respect, referring to the decisions of the Austrian patent
office, the applicant claims that the Board of Appeal failed to assess the state of the Austrian market, in
which knowledge of the English language is accepted. Therefore marks made up of words in a foreign
language, particularly English, should not be assessed differently from those consisting of German words
having the same meaning. Accordingly, the public at which the goods and services in question are directed
understands the meaning of the word shark', a fact that is indeed accepted by the Board of Appeal.

23. The applicant adds that the semantic content of the earlier marks is supplemented by their graphic
representation in the shape of a shark which makes the meaning even more accessible and clear. The word
shark' written in the stylised shape of a shark promotes the closeness and the similarity between the marks in
question. That has the effect of considerably reducing the difference stemming from the different languages.

24. As for the Board of Appeal's statement that translations of marks are relevant only if they are common
and the relevant public assumes that the translated mark comes from the same undertaking or associated
undertaking, the applicant submits that it suffices that consumers are likely to draw
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that parallel.

25. The applicant further states that absolute cross-confusion', that is to say the likelihood of confusion
between a solely figurative representation of a word and a pure word mark, is accepted. It should particularly
be concluded in this case that there is a likelihood of confusion since the earlier marks are not only made up
of the figurative element representing a shark.

26. Finally, the applicant states that there is a likelihood of confusion in a significant part of the European
Union. The word Hai' is known not only in German and Finnish, but also in Swedish, Danish and Dutch, the
last language also being spoken in Belgium. That word is also understood in some Italian and French border
areas. In the northern parts of Europe, German and English are also understood.

27. OHIM contends that, in the contested decision, the Board of Appeal applied the principles governing
assessment of the likelihood of confusion, as they emerge from the case-law, without error and that, while
taking into account the parties' pleas, it correctly concluded that there was no likelihood of confusion within
the meaning of Article 8(1)(b) of Regulation No 40/94.

28. Given that the earlier marks have only average distinctiveness and taking account of the very marked
differences between the signs on the visual and aural level, OHIM agrees with the Board of Appeal's
conclusion that, in spite of the partial identity of the goods covered by the conflicting signs, the conceptual
similarity of the signs is not sufficient in this case to conclude that there is a significant likelihood of
confusion under trade mark law.

29. The intervener agrees with the statement of reasons of the contested decision.

30. In the intervener's submission, the aural differences which exist between the words Hai' and shark' and the
graphic form of the figurative mark SHARK mean that the signs in question create a different impression and
exclude any similarity between them.

31. The applicant's argument that the average consumer immediately perceives the meaning of the marks at
issue and establishes a link between them is not realistic. The applicant's contention asks too much of the
consumer and does not correspond to real life. Although it is accepted that consumers put more emphasis on
similarities than on differences between signs, consumers would not identify any shared feature in this case,
either in the image or the verbal element. The word Hai' does not appear in the earlier marks and, conversely,
the stylised shark image and the word shark' are not included in the sign filed by the intervener. As there are
no similar elements, there cannot therefore be a likelihood of confusion.

32. As regards the use of two languages, the intervener submits that, even if the case-law accepts that the
basic vocabulary of the English language is understood by Austrian consumers and is translated by its
equivalent into German, the word shark' cannot be classified among words taken from basic English
vocabulary. Moreover, the applicant's argument that the word shark' became well known through the famous
film Der weiße Hai' is fallacious. The film is known in Austria only by its German name, and indeed the
original English title of the film does not even contain the word shark'. Furthermore, the word shark' belongs
to the American, not the English language.

33. In addition, the intervener takes the view that, contrary to the applicant's claim, the consumers concerned
will not perceive the word Hai' as a German or Dutch name for a carnivorous fish, but also as a distortion of
the English word high' meaning top, of quality, good, noble etc. Aurally, the word Hai' thus gives the sign a
double meaning as it plays on the distortion, which is, indeed, the purpose of the incorrect spelling of the
expression high'. Besides, even if the main meaning of the Hai mark were to correspond only to the original
meaning of the word Hai', there would manifestly be no similarity between the SHARK and Hai marks
because consumers would not easily see the same
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semantic content in those two words. It is not realistic to believe that consumers translate the German or
Dutch word Hai' by the American word shark' without any other association of ideas. Therefore nor is there a
likelihood of confusion from that point of view.

34. Finally, the intervener states that acceptance of absolute cross confusion' has no bearing in this case, since
in the presence of a mark which is both verbal and figurative consumers remember mainly the verbal element
shark' and not the graphic element.

Findings of the Court

35. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.
The likelihood of confusion includes the likelihood of association with the earlier trade mark. In addition,
under Article 8(2)(a)(i) and (ii) of Regulation No 40/94, earlier trade marks are to mean Community trade
marks and trade marks registered in a Member State with a date of application for registration which is earlier
than the date of application for registration of the Community trade mark.

36. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings constitutes a
likelihood of confusion.

37. According to the same line of case-law, the likelihood of confusion must be assessed globally, depending
on the perception on the part of the relevant public of the signs and of the goods or services in question,
taking into account all factors relevant to the case, in particular the interdependence between the similarity of
the signs and the similarity of the goods or services covered (see Case T-162/01 Laboratorios RTB v OHIM -
Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to 33, and the
case-law cited).

38. In this case, the earlier marks were the subject of a national registration, in Austria, and a Community
registration. Therefore, the relevant territory for the analysis of likelihood of confusion is the whole of the
European Union and Austria in particular. Given that the goods in question are everyday goods, the public
targeted is the average consumer, who is deemed to be reasonably well informed and reasonably observant
and circumspect. It is common ground that the goods in question, that is, energy drinks, are directed above all
at a young public.

39. Further, even though Article 8 of Regulation No 40/94 does not contain a provision similar to Article 7(2)
to the effect that an application to register a trade mark may be refused where the absolute ground for refusal
obtains in only part of the Community, the same solution should be applied in the present case. It follows that
registration must also be refused even where the relative ground for refusal obtains in only part of the
Community (Case T-355/02 Mülhens v OHIM - Zirh International (ZIRH) [2004] ECR II-0000, paragraph 36).

40. In the light of the foregoing considerations, it is appropriate to compare first the goods concerned and
second the conflicting signs.

- Comparison of the goods

41. According to case-law, in assessing the similarity of the goods or services concerned, all the relevant
factors relating to them should be taken into account. Those factors include, inter alia, their nature, their
intended purpose and their method of use and whether they are in competition with each other or are
complementary (Case C-39/97 Canon [1998] ECR I-5507, paragraph 23).

42. The conflicting marks relate to certain goods within the same class, that is, Class 32, the
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description of which, moreover, is broadly identical.

43. The goods included in Class 5 referred to in the trade mark application can also be goods used in the
preparation of drinks, especially energy drinks. As for the goods in Class 33, which include alcoholic drinks,
it should be noted that energy drinks are currently often marketed and consumed with alcoholic drinks.

44. Furthermore, all the goods in question in Classes 5, 32 and 33 are usually subject to widespread
distribution, from the food section of a department store to bars and cafes.

45. As regards services within Classes 35 and 42 referred to in the trade mark application, it should be noted
that they are less similar to the goods covered by the earlier marks. The fact that alcoholic and non-alcoholic
drinks are promoted at trade fairs and are often consumed in restaurants does not suffice to create a link
between those goods and the services in Classes 35 and 42.

46. It must therefore be concluded that the goods within Class 32 are identical. The goods in Classes 5 and
33 referred to in the trade mark application are linked to the goods in Class 32, covered by the earlier marks,
to the extent that they must be regarded as similar. On the other hand, the services included in Classes 35 and
42, named in the trade mark application, and the goods covered by the earlier marks cannot be regarded as
being similar.

- Comparison of the signs

47. It is clear from settled case-law that the global assessment of the likelihood of confusion, as far as
concerns the visual, aural or conceptual similarity of the conflicting marks, must be based on the overall
impression given by them, bearing in mind, inter alia, their distinctive and dominant components (see Case
T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-0000,
paragraph 47, and the case-law cited).

48. The question whether the degree of similarity between the marks at issue on the visual, aural and
conceptual levels is sufficiently great for there to be a likelihood of confusion between them must be
examined in the light of those considerations.

49. In this case, on the visual level, the two signs Hai and SHARK are clearly distinguished by their graphic
representation since only the SHARK mark appears in figurative form. In that respect, it should be noted that
the graphics of the letters of the word SHARK reproduce the form of a shark, while the Hai sign is made up
exclusively of the word Hai'. Even in their verbal aspects, the conflicting signs (Hai' and shark') must be
regarded as dissimilar, although they both contain the combination of letters h' and a'. The two signs are
therefore not similar on the visual level.

50. Aurally, it is clear that the signs in question do not have any similarity.

51. On the conceptual level, it is not disputed that the English word shark' is translated as Hai' in German and
Finnish, as haai' in Dutch and as haj' in Danish and Swedish. It is therefore probable that people who speak
those languages understand both shark' and Hai' as meaning shark'. That is above all the case for the targeted
public, given that they are young people who generally have sufficient knowledge of English to understand
the meaning of the word shark'. That is also the case for people who do not immediately recognise the
English word shark', but who understand its meaning when they see the shark image. The semantic content of
the earlier marks is supplemented by their graphics in the form of a shark which make their meaning even
more accessible and clear. It should therefore be found that there is a conceptual similarity between the signs
in question which, however, depends on prior translation.

52. It also appears that the mark applied for can translate a play on words, a distortion of the English word
high'. However, that meaning is not obvious and is not sufficient to cancel out the
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conceptual similarity between the conflicting signs.

53. Consequently, there is no visual or aural similarity between the signs in question, but some conceptual
similarity which depends on prior translation.

54. The question whether that conceptual similarity is sufficient to create a likelihood of confusion in this case
must therefore be assessed globally.

- Global assessment of the signs in question

55. According to case-law, where the earlier mark is not especially well known to the public and consists of
an image with little imaginative content, the mere fact that the two marks are conceptually similar is not
sufficient to give rise to a likelihood of confusion (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 25).

56. The more distinctive the earlier mark, the greater will be the likelihood of confusion. It is therefore not
impossible that the conceptual similarity resulting from the fact that two marks use images with analogous
semantic content may give rise to a likelihood of confusion where the earlier mark has a particularly
distinctive character, either per se or because they are well known on the market (see, to that effect, SABEL ,
cited above, paragraph 24). Such marks therefore enjoy broader protection than marks with a less distinctive
character (Canon , cited above, paragraph 18, and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR
I-3819, paragraph 20).

57. In determining the distinctive character of a mark and, accordingly, in assessing whether it is highly
distinctive, an overall assessment must be made of the greater or lesser capacity of the mark to identify the
goods or services for which it has been registered as coming from a particular undertaking, and thus to
distinguish those goods or services from those of other undertakings (Joined Cases C-108/97 and C-109/97
Windsurfing Chiemsee [1999] ECR I-2779, paragraph 49, and Lloyd Schuhfabrik Meyer , cited above,
paragraph 22).

58. In making that assessment, account should be taken, in particular, of the inherent characteristics of the
mark, including the fact that it does or does not contain an element descriptive of the goods or services for
which it has been registered; the market share held by the mark; how intensive, geographically widespread and
long-standing use of the mark has been; the amount invested by the undertaking in promoting the mark; the
proportion of the relevant section of the public which, because of the mark, identifies the goods or services as
originating from a particular undertaking; and statements from chambers of commerce and industry or other
trade and professional associations (Windsurfing Chiemsee , cited above, paragraph 51, and Lloyd Schuhfabrik
Meyer , cited above, paragraph 23).

59. In this case, the applicant did not plead that its marks were recognised in the market, only that they have
a high distinctive character per se. In assessing their distinctive character account must therefore be taken,
with their other inherent qualities, of whether the earlier marks contain descriptive elements or not.

60. It is not disputed in this case that the earlier SHARK marks do not contain any descriptive element. They
are marks with special graphics the letters of which have stylised characters so that the whole of the sign calls
to mind the form of a shark, the s' being the head, the a' the dorsal fin and the k' the tail of the animal. It
should be noted that the animal chosen and the product covered by the earlier marks are not incidental: a
shark is used to designate energy drinks. Those marks, taken as a whole, may be regarded as striking and
attention-grabbing. Such marks are also more easily committed to memory by the relevant public.

61. Consequently, the inherent qualities of the earlier marks give them a relatively high distinctive character,
contrary to what OHIM and the intervener claim.

62. Therefore, having established that this is a question of goods which are partly identical and
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earlier marks with a distinctive character per se, it must be examined whether, in this case, conceptual
similarity alone, which depends on prior translation, is sufficient to conclude that there is a likelihood of
confusion.

63. In that respect, it should be stated that the goods in question are energy drinks intended for a young
public which is generally acquainted with branded goods. As the Board of Appeal correctly stated, those
goods are usually subject to widespread distribution, for example, in supermarkets, where the public buys them
above all on sight'. Nor should the importance of verbal orders in restaurants, cafés and bars be overlooked.

64. In the light of all the foregoing, it must be held that the significant visual and aural differences between
the marks in question are such as to cancel out, to a large extent, their conceptual similarity which depends
on prior translation. The degree of conceptual similarity between two marks is of less importance where the
relevant public, at the time of purchase, is called on to see and pronounce the name of the mark.

65. It must therefore be held that the degree of similarity between the marks at issue is not sufficiently great
for the Court to make a finding that the public might believe that the goods in question come from the same
undertaking or, as the case may be, from undertakings which are economically linked.

66. Having regard to the differences between the conflicting signs, that assessment is not invalidated by the
fact that the goods and services covered by the mark applied for are partly identical to the goods covered by
the earlier marks.

67. In those circumstances, the Board of Appeal was right to conclude that there was no likelihood of
confusion between the mark applied for and the earlier marks.

68. As regards the national decisions cited by the parties, it is settled case-law that registrations already made
in the Member States are a factor which may only be taken into consideration, without being given decisive
weight, for the purposes of registering a Community trade mark (Case T-122/99 Procter &amp; Gamble v
OHIM (Soap bar shape) [2000] ECR II-265, paragraph 61; Case T-24/00 Sunrider v OHIM (VITALITE)
[2001] ECR II-449, paragraph 33, and Case T-337/99 Henkel v OHIM (Round red and white tablet) [2001]
ECR II-2597, paragraph 58).

69. So far as concerns OHIM's practice, it is apparent from the case-law that decisions concerning registration
of a sign as a Community trade mark which the Boards of Appeal are called on to take under Regulation No
40/94 are adopted in the exercise of circumscribed powers and are not a matter of discretion. Accordingly, the
registrability of a sign as a Community trade mark must be assessed solely on the basis of that regulation, as
interpreted by the Community judicature, and not on the basis of a previous practice of the Boards of Appeal
(Case T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 66; Joined Cases
T-79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002] ECR II-4881, paragraph 32, and
Joined Cases T-324/01 and T-110/02 Axions and Belce v OHIM (Brown cigar shape and gold ingot shape)
[2003] ECR II-1897, paragraph 51).

70. In those circumstances, the applicant's sole plea must be rejected and the action in its entirety dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)February 2004. Jean-Pierre Koubi v
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
mark. Community trade mark - Application for Community word mark CONFORFLEX - Earlier

national word and figurative marks FLEX - Likelihood of confusion - Article 8(1)(b) of Regulation (EC)
No 40/94. Case T-10/03.

In Case T-10/03,

Jean-Pierre Koubi, residing in Marseilles (France), represented by K. Manhaeve, lawyer, with an address for
service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and S. Pétrequin, acting as Agents,

defendant,

the other party to the proceedings being

Fabricas Lucia Antonio Betere, SA (Flabesa), established in Madrid (Spain), represented by I. Valdelomar,
lawyer,

ACTION brought against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) of 16 October 2002 (Case R 542/2001-4) relating to
opposition proceedings between Mr Koubi and Fabricas Lucia Antonio Betere, SA (Flabesa),

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber)

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the written procedure and further to the hearing on

20 November 2003,

gives the following

Judgment

Costs

63. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
both OHIM and the intervener have applied for costs, the applicant must be ordered to pay their costs.

On those grounds, (Fourth Chamber)

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby

1) Dismisses the action;

2) Orders the applicant to pay the costs.
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Background to the dispute

1. On 13 May 1999, the applicant filed with the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) an application for registration of a Community trade mark under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought was the word mark CONFORFLEX.

3. The goods and services in respect of which registration of the mark was sought fall within Class 20 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Trade Marks of 15 June 1957, as revised and amended, and correspond to the following
description: bedroom furniture'.

4. The application for a Community trade mark was published in Community Trade Marks Bulletin No 93/99
of 22 November 1999.

5. On 21 February 2000, Fabricas Lucia Antonio Betere, SA (the intervener') gave notice of opposition under
Article 42(1) of Regulation No 40/94. The ground relied on in support of the opposition was the likelihood of
confusion, within the meaning of Article 8(1)(b) of Regulation No 40/94, between the mark sought and four
earlier marks owned by the intervener.

6. In its decision of 23 March 2001, the Opposition Division found, first of all, that no evidence of genuine
use had been adduced with respect to two of the four earlier marks and therefore took account only of the
following two marks:

- the figurative mark shown below, which is registered in Spain under No 1 951 681

>image>0

- the figurative mark shown below, which is registered in Spain under No 2 147 672

>image>1

7. The goods in respect of which the earlier marks are registered fall within Class 20 of the Nice Agreement
and are described as follows: beds, mattresses and pillows made on the basis of wool, flock and thatch palm,
horsehair and similar; mixed mattresses with elastic springs, pillows and mattresses of rubber, foam and all
kinds of polyurethane foam; cradles, divans; straw mattresses with wood and iron-framed springs; bunks,
bedside tables, cradles, furniture for camping and beach, furniture of all kinds, including of metal, convertible
furniture, desks, metallic and tubular spring mattresses, air mattresses (not for medical purposes), mattresses
and spring mattresses for beds, (wooden) bed-frames; articles for beds (except bed covers); bed fittings (not of
metal), bed wheels (not of metal); spring mattresses for beds, hospital beds; hydrostatic beds (not for medical
purposes); furniture, mirrors, frames; goods (not included in other classes) of wood, cork, reed, cane, wicker,
horn, bone, ivory, whalebone, shell amber, mother-of-pearl, meerschaum and substitutes for all these materials,
or of plastics'.

8. The Opposition Division then rejected the opposition on the ground that, since the marks in question were
not similar, there was no likelihood of confusion between them.

9. On 18 May 2001, the intervener lodged an appeal under Article 59 of Regulation No 40/94, seeking
annulment of the decision of the Opposition Division.

10. By decision of 16 October 2002 (the contested decision'), which was notified to the applicant on 7
November 2002, the Fourth Board of Appeal of OHIM upheld the appeal and, consequently, annulled the
decision of the Opposition Division and refused the application for a Community trade mark. Essentially, the
Board of Appeal found that the signs in question shared the same reference
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to flexibility and had strong conceptual similarities which had not been examined by the Opposition Division.
Moreover, the Board of Appeal stated that, while the term flex' might be evocative, the applicant had failed to
prove that it is often used on the Spanish market by other undertakings to designate bedroom furniture.
Having regard also to the fact that the goods concerned were identical, the Board of Appeal therefore
concluded that there was a likelihood of confusion between the mark sought and the earlier marks.

Procedure and forms of order sought by the parties

11. By application lodged at the Registry of the Court on 13 January 2003, the applicant brought the present
action.

12. The intervener and OHIM lodged their replies at the Registry of the Court on 16 April and 12 May 2003
respectively.

13. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay all the costs.

14. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

15. The intervener claims that the Court should:

- dismiss the action;

- refuse the mark sought;

- give a decision on the costs which is in its favour.

Law

16. The applicant relies, essentially, on a single plea alleging infringement of Article 8(1)(b) of Regulation No
40/94.

Arguments of the parties

17. As a preliminary point, the applicant, relying on the judgment in Case C-251/95 SABEL [1997] ECR
I6191, observes that the likelihood of confusion on the part of the public must be appreciated globally, taking
into account all factors relevant to the circumstances of the case and, in particular, any aural, visual or
conceptual similarity between the marks in question as well as any distinctiveness of those marks.

18. The applicant claims, first, that the signs in question are not similar.

19. As regards visual similarity, it points out that the earlier marks are composed of one or more figurative
elements and a word element, whereas the mark sought is purely verbal and, moreover, gives the term flex' no
particular emphasis.

20. As regards aural similarity, it submits that the fact that the single syllable of the earlier marks is identical
to the third syllable of the Community trade mark sought is insufficient for a finding that the marks in
question are aurally similar. It claims that, as was pointed out by a Board of Appeal in a case concerning the
opposition of the marks INCEL and LINZEL (Vertex Pharmaceuticals Inc. v Almirall-Prodesfarma SA,
Decision R 793/2001-2 of 16 October 2002), consumers generally pay greater attention to the beginning of a
mark than to the end. Moreover,
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when the word mark sought is pronounced in Spanish, the first syllable is emphasised since the accent places
considerably more stress on the first syllable than on the second and third syllables.

21. As regards conceptual similarity, the concept of the earlier marks is as much based on the swan symbol as
on the evocation of the notion of flexibility whereas the concept of the mark sought consists of bringing to
mind' the notions of comfort and flexibility, the emphasis being placed, however, on the notion of comfort
evoked by the first syllable of the mark.

22. Secondly, the applicant observes that the Board of Appeal was able to find a similarity only in relation to
the term flex', which is common to the two marks in question and which the Board of Appeal regarded as the
dominant element of the earlier marks. Even if that statement could be considered correct, the applicant claims
that that dominant element must be distinctive in order to have any bearing on the assessment of the
likelihood of confusion. According to the judgment in SABEL , cited above, the more distinctive the earlier
mark, the greater will be the likelihood of confusion.

23. Relying on the judgment in Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, the applicant
states that, when assessing the distinctiveness of a mark, account must be taken of all relevant factors and, in
particular, of the inherent characteristics of the mark, including the fact that it does or does not contain an
element descriptive of the goods or services for which it has been registered.

24. The term flex' clearly and immediately evokes the notion or the quality of flexibility. Moreover, it is the
root of the Spanish words flexibilidad' and flexible' and is, as such, the shortest expression which can be used
to evoke that characteristic.

25. The applicant submits that, since flexibility is an essential quality of any item of bedding or bedroom
furniture, several Community, international and merely Spanish marks use the term flex' to designate that kind
of item.

26. Thus, the term flex', which evokes the quality of flexibility, is customary in so far as it appears in several
marks. The applicant claims that the distinctiveness of the earlier marks cannot arise from a customary
element, even if that element is dominant. It argues that it cannot reasonably be found that there is a
likelihood of confusion between two marks where the similarity between those marks is limited to the fact that
they contain the same customary element. Given that the Board of Appeal was able to detect a similarity
between the marks only in relation to the common inclusion of the word sign flex', which is a term
customarily used to designate items of bedding and bedroom furniture, the applicant concludes that there is no
likelihood of confusion between the earlier marks and the mark sought.

27. Thirdly and lastly, the applicant submits that the contested decision does not call into question the
Opposition Division's finding that the intervener had failed to adduce evidence relating to the reputation of the
earlier marks and claims that those marks were assigned to Flex Equipos De Descanso, SA, a company
established under Spanish law, which is therefore the current proprietor of those marks.

28. OHIM contends that, in line with the approach taken by the Court in its judgment in Case T-247/01
eCopy v OHIM (ECOPY) [2002] ECR II5301, the Court may not take into account the new documents
submitted to it by the applicant with a view to showing that the term flex' lacks distinctive character.
Moreover, even if the Court were able to consider those documents, they cannot offer sufficient proof that, at
the time of filing of the application for a Community trade mark, the term flex' was used on the Spanish
market by other undertakings in relation to furniture and, in particular, bedroom furniture and that, therefore, it
is regarded by consumers as being devoid of any distinctiveness.
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29. OHIM also claims that, having taken account of the fact that the goods concerned are identical and that
the signs in question are similar, the Board of Appeal was entitled to conclude that there was a likelihood of
confusion, including a likelihood of association, in Spain, the territory in which the earlier marks are
protected.

30. The intervener first of all asks the Court not to take account of the documents annexed to the application
and intended to establish that the term flex' lacks distinctiveness, since those documents were submitted for
the first time before the Court and it is not the Court's task to reopen opposition proceedings. Moreover, the
intervener submits that the word sign flex' is perfectly distinctive in itself.

31. The intervener claims that the signs in question must be regarded as similar because they have in common
a highly distinctive word element which is used in an entirely identical way in visual, aural and conceptual
terms, namely the term flex'. The likelihood of confusion is increased by the fact that the signs in question are
meaningless and by the reputation of the earlier marks in Spain, as is apparent from the documents annexed to
the intervener's reply.

32. Finally, the intervener argues that it may be inferred from the reference in Regulation No 40/94 to the
likelihood of association with earlier marks that it is possible to rely on likelihood of confusion in cases in
which the public does not necessarily confuse two marks but rather only components of those marks. Thus,
there is a likelihood of association where the public perceives a component common to two signs as a
reference to the proprietor of the earlier mark. The intervener claims that the public is inclined to believe that
elements added to a principal component shared by the two marks in question serve the purpose of
distinguishing a given product belonging to the line of products designated by that principal component and
that all the goods originate from the same company. In the present case, the public will perceive
CONFORFLEX as another trade mark of the company that distributes the goods designated by the mark
FLEX.

Findings of the Court

Preliminary observations

33. Both in its application and at the hearing, the applicant claimed that the intervener is no longer the
proprietor of the earlier marks, those marks having been assigned to another company governed by Spanish
law. Apart from the fact that that claim is not substantiated by any documentary evidence and was not
confirmed by OHIM, which was not notified of any assignment of the earlier marks, it should be noted that
the intervener describes itself as the proprietor of those marks in its reply and that its company name is
expressly referred to in the contested decision. Having regard to the wording of Article 134(1) of the Court's
Rules of Procedure, the company Fabricas Lucia Antonio Betere must therefore be regarded as an intervener
in the present proceedings.

The claim for refusal of the trade mark sought

34. By its second head of claim, the intervener is essentially asking the Court to order OHIM to refuse to
register the mark sought.

35. Under Article 63(6) of Regulation No 40/94, OHIM is required to take the measures necessary to comply
with the judgment of the Court of Justice. Accordingly, the Court of First Instance is not entitled to issue
directions to OHIM. It is for OHIM to draw the appropriate inferences from the operative part of the
judgment given by the Court of First Instance and the grounds on which it is based. The second head of
claim submitted by the intervener is therefore inadmissible (Case T331/99 Mitsubishi HiTec Paper Bielefeld v
OHIM (Giroform) [2001] ECR II433, paragraph 33; Case T34/00 Eurocool Logistik v OHIM (EUROCOOL)
[2002] ECR II683, paragraph 12).

The claim for annulment of the contested decision
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36. Under Article 8(1)(b) of Regulation No 40/94, which governs opposition by the proprietor of an earlier
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark'.
Furthermore, Article 8(2)(a)(ii) of Regulation No 40/94 defines earlier trade marks as trade marks registered in
a Member State with a date of application for registration which is earlier than the date of application for
registration of the Community trade mark.

37. The likelihood of confusion on the part of the public, to which application of Article 8(1)(b) is subject
and which is defined as the risk that the public might believe that the goods or services in question come
from the same undertaking or, as the case may be, from economically-linked undertakings (Case C39/97
Canon [1998] ECR I5507, paragraph 29; Lloyd Schuhfabrik Meyer , cited above, paragraph 17; and Case
T104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II4359, paragraph 25), must be assessed
globally, taking into account all factors relevant to the circumstances of the case (Canon , cited above,
paragraph 16; Lloyd Schuhfabrik Meyer , paragraph 18; and Fifties , cited above, paragraph 26).

38. This global assessment implies some interdependence between the relevant factors and, in particular, a
similarity between the trade marks and between the goods or services concerned. Accordingly, a lesser degree
of similarity between those goods or services may be offset by a greater degree of similarity between the
marks, and vice versa (Canon , paragraph 17, Lloyd Schuhfabrik Meyer , paragraph 19, and Fifties ,
paragraph 27).

39. In addition, the perception of the marks in the minds of consumers of the goods or services in question
plays a decisive role in the global assessment of the likelihood of confusion. In this case, given the nature of
the goods concerned, namely items of bedding and bedroom furniture, which are everyday consumer items,
and the fact that the earlier marks are registered and protected in Spain, the target public by reference to
which the likelihood of confusion must be assessed is composed of average consumers in Spain. The average
consumer, who is deemed to be reasonably well-informed and reasonably observant and circumspect, normally
perceives a mark as a whole and does not analyse its various details (SABEL , paragraph 23, Lloyd
Schuhfabrik Meyer , paragraph 25, and Fifties , paragraph 28). Moreover, account should be taken of the fact
that the average consumer only rarely has the chance to make a direct comparison between the different marks
and must place his trust in the imperfect image of them which he has retained in his mind and that his level
of attention is likely to vary according to the category of goods or services in question (Lloyd Schuhfabrik
Meyer , paragraph 26, and Fifties , paragraph 28).

40. In the light of those considerations, it is appropriate to compare both the goods concerned and the
conflicting signs.

41. First, as regards the comparison of the goods, the goods covered by the mark sought, namely bedroom
furniture' falling within Class 20, are part of the very wide category of goods covered by the earlier marks,
which falls within the same class. The latter range of goods covers all sorts of furniture, including bedroom
furniture.

42. Accordingly, like the Board of Appeal (paragraph 14 of the contested decision), the Court finds that the
goods covered by the mark sought and those covered by the earlier marks are identical. Moreover, the
applicant raises no argument in its application against that finding by the Board of Appeal.

43. Secondly, with respect to the comparison of the marks in question as regards their visual,
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aural or conceptual similarity, it follows from the case-law that the global assessment of the likelihood of
confusion must be based on the overall impression created by them, account being taken, in particular, of their
distinctive and dominant components (SABEL , paragraph 23, and Lloyd Schuhfabrik Meyer , paragraph 25).

44. In the contested decision, the Board of Appeal noted that the word element of the earlier marks is
dominant (paragraph 13) and found that there were strong conceptual similarities between the conflicting signs
which outweighed the visual and aural differences referred to in the Opposition Division's decision (paragraph
19).

45. In this case, the term flex' certainly appears to be the dominant element in the overall impression created
by the earlier marks. The word element, which, for the public, is the most important means of identifying the
marks, clearly dominates the figurative part, which is negligible and even insignificant in the case of the mark
registered under No 1 951 681. Moreover, it should be borne in mind that the average consumer retains only
an imperfect image of the mark in his mind, which increases the importance of any elements which are
particularly visible and easy to detect, such as the term flex' in the present case, which is the root of the
Spanish words flexibilidad' and flexible'.

46. A comparison of the dominant word element of the earlier marks with the word mark sought reveals some
visual similarity between them (Fifties , paragraph 37). The addition of the word element confor' in the mark
sought does not give rise to a difference sufficiently great to cancel out any similarity arising from the fact
that the essential part, namely the term flex', is the same. Nevertheless, in the context of a visual assessment
of the conflicting signs as a whole, the fact that the earlier marks contain figurative elements, albeit
insignificant ones, reveals a dissimilarity between them.

47. Having regard to the considerations set out above in relation to the fact that the earlier marks and the
mark sought have the same dominant element, comparison of the aural aspect of the conflicting signs shows
there to be some aural similarity between them. However, when the conflicting signs are assessed globally, the
addition of the term confor' to the term flex' in the mark sought gives rise to a dissimilarity between them.

48. As regards the conceptual comparison, it should be borne in mind that the common word element of the
conflicting signs, namely the term flex', is the root of the Spanish words flexibilidad' and flexible'. It appears
therefore that those signs have a similar semantic content in so far as they clearly suggest to Spanish
consumers the notion of flexibility. The addition of the term confor' to the term flex' in the mark sought
merely complements and reinforces that notion. As OHIM rightly pointed out, the word element confor'
clearly refers to the notion of comfort, which is associated with the notion of flexibility in the bedroom
furniture sector. It may be concluded on the basis of that finding that there is a strong conceptual similarity
between the signs in question.

49. It follows from the above findings that the goods designated by the signs in question are identical and that
there is a strong conceptual similarity between those signs.

50. It is appropriate at this stage to point out that, with respect to the assessment of the likelihood of
confusion, both the applicant and the intervener raised in their pleadings the question of the degree of
distinctiveness of the earlier marks, both relying on the SABEL judgment. It is clear from that judgment, and
from those in Lloyd Schuhfabrik Meyer and Canon , that the distinctiveness of an earlier mark, derived either
from its inherent qualities or from its reputation, must be taken into account when determining whether the
similarity between the goods or services covered by the two trade marks is sufficient to give rise to a
likelihood of confusion (Canon , paragraphs 18 and 24, and Lloyd Schuhfabrik Meyer , paragraph 20). In
addition, the Court of Justice has held that, since the more distinctive the earlier mark, the greater will be the
likelihood of confusion (SABEL , paragraph 24), marks with a highly distinctive character, either per se or
because of
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the recognition they possess on the market, enjoy greater protection than marks with a less distinctive
character (see Canon , paragraph 18, and Lloyd Schuhfabrik Meyer , paragraph 20).

51. In the present case, the applicant argues that the fact that a number of national and Community trade
marks registered for items of bedding and bedroom furniture and containing the term flex' co-exist on the
Spanish market shows that that term is customary and therefore cannot fulfil the function of indicating
commercial origin. Since the similarity between the signs in question is limited to the inclusion of a shared
customary element, there can be no likelihood of confusion between them. The intervener contends in turn
that the earlier marks have a strong reputation in Spain.

52. By way of evidence of its claims, the applicant has produced a number of documents giving details of
Spanish and Community registrations of marks containing the term flex' in respect of bedding and bedroom
furniture. However, it is common ground that those documents were produced for the first time before the
Court and that, therefore, they must be excluded from consideration, without there being any need to examine
their probative value (see, to that effect, Case T85/02 Díaz v OHIM - Granjas Castello (CASTILLO) [2003]
ECR II0000, paragraph 46; ECOPY , cited above, paragraphs 45 to 48; and Case T237/01 Alcon v OHIM -
Dr. Robert Winzer Pharma (BSS) [2003] ECR II0000, paragraph 62). The same approach must be taken with
regard to the documents submitted for the first time before the Court by the intervener with a view to proving
the reputation of its marks in Spain. Accordingly, both the applicant's line of argument concerning the
customary nature of the word element shared by the two signs in question and that of the intervener
concerning the reputation of the earlier marks must be rejected.

53. Finally, as part of its line of argument concerning the degree to which the earlier marks are distinctive,
the applicant, relying on the judgment in Lloyd Schuhfabrik Meyer (paragraphs 22 and 23), also claimed that
the term flex' is descriptive of an essential quality of any item of bedding and bedroom furniture, namely
flexibility, and that it therefore cannot be regarded as distinctive.

54. In response to that argument of the applicant, the Board of Appeal stated that, while the term flex' may be
evocative, the earlier marks comprising it have been validly registered, in association with a device, by the
authorities of a Member State and that, consequently, they enjoy exclusive rights which are effective against
any third party (paragraph 17 of the contested decision).

55. In so far as it does not constitute recognition that the term flex' is evocative, that reasoning appears to be
irrelevant. According to both Article 8 of Regulation No 40/94 and the case-law of the Court of Justice laying
down that protection of a registered' trade mark depends on there being a likelihood of confusion (Canon ,
paragraph 18), prior national registration of a mark allows the proprietor of that registered mark, where
appropriate, to enter an opposition to an application for registration of a sign which may give rise to a
likelihood of confusion on the part of the public, but it does not, in itself, affect the assessment of whether
there is such a likelihood. Moreover, the purpose of the present assessment is not to call into question the
national registration of the earlier marks but solely to establish whether those marks are highly distinctive or
not.

56. Whilst, from the point of view of the public concerned, the term flex' may indeed be regarded as
evocative of a characteristic of the goods in question, namely flexibility, the earlier marks do not, on that
account, have a highly distinctive character, as OHIM conceded at the hearing.

57. However, the erroneous assessment made by the Board of Appeal in paragraph 17 of the contested
decision has no bearing on the outcome of the dispute, since the finding that there is a likelihood of confusion
remains entirely valid (see, to that effect, Case T99/01 Mystery Drin ks v OHIM - Karlsberg Brauerei
(MYSTERY) [2003] ECR II43, paragraph 36).

58. Given that the factors relevant to the assessment of whether there is a likelihood of confusion
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are interdependent, the fact that the designated products are identical, coupled with the fact that the opposed
signs are conceptually very similar, is sufficient for a finding that there is such a likelihood in the present
case.

59. It should be pointed out that, because the average consumer retains only an imperfect image of the mark,
the predominant component of that mark is of major importance in the context of the global assessment of the
likelihood of confusion. Thus, the dominant word element of the earlier marks, flex', is of major importance
when analysing those marks as a whole, because the average consumer looking at a label on an item of
bedding or bedroom furniture takes in and remembers the predominant word element of the marks, which
enables him to make the same choice on the occasion of a subsequent purchase (see, to that effect, Fifties ,
paragraph 47).

60. Since the average consumer will, amongst other things, retain in his mind the predominant word element
of the earlier marks, that is to say, the term flex', when he finds goods of the same kind designated by the
mark CONFORFLEX he might think that those goods have the same commercial origin. Apart from the fact
that the conflicting signs have entirely the same semantic content, it should be noted above all that the term
confor', when used in connection with bedroom furniture, may objectively be regarded as descriptive of an
essential quality of the goods concerned - in the present case, comfort - and, therefore, as devoid of
distinctive character. Accordingly, the addition of the term confor' to that of flex' in the mark sought will not
enable consumers to distinguish the conflicting signs to a sufficient degree. Consequently, even if the average
consumer is capable of detecting certain visual or aural differences between the two conflicting signs, which
differences are, however, to a large extent cancelled out by the strong conceptual similarity between those
signs, the risk that he might associate the signs with each other is very real (see, to that effect, Fifties ,
paragraph 48).

61. Furthermore, it is quite possible for an undertaking active on the market for bedding and bedroom
furniture to use sub-brands, that is to say signs that derive from a principal mark and which share with it a
common dominant element, in order to distinguish his various lines from one another, particularly in terms of
the quality of the goods concerned. As OHIM stated in its pleadings, it is therefore conceivable that the
targeted public may regard the goods designated by the conflicting signs as belonging to two, admittedly
distinct, ranges of products but as coming, none the less, from the same manufacturer (see, to that effect,
Fifties , paragraph 49).

62. It follows from the foregoing that the Board of Appeal was right to find that there is a likelihood of
confusion between the mark sought and the earlier marks for the purposes of Article 8(1)(b) of Regulation No
40/94. The action must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)December 2004. El Corte Inglés, SA
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Figurative mark EMILIO PUCCI - Opposition by the proprietor of the national figurative
marks EMIDIO TUCCI - Partial refusal to register. Case T-8/03.

In Case T-8/03,

El Corte Inglés, SA, established in Madrid (Spain), represented by J. Rivas Zurdo, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by P.
Bullock and O. Montalto, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervening before the Court, being

Emilio Pucci Srl, established in Florence (Italy), represented by P.L. Roncaglia, G. Lazzeretti and M. Boletto,
lawyers,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 3 October 2002 (Joined
Cases R 700/2000-4 and R 746/2000-4) relating to the opposition entered by the proprietor of the national
figurative marks EMIDIO TUCCI against registration of the figurative mark EMILIO PUCCI as a Community
trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on

9 June 2004,

gives the following

Judgment

Costs

78. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the costs in accordance with the forms of order
sought by OHIM and the intervener.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 1 April 1996, the intervener filed with the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM) an application for registration of a Community trade mark under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

2. The mark in respect of which registration was sought is the figurative sign EMILIO PUCCI shown below:

>image>0

>image>1

3. The goods in respect of which registration was sought are in Classes 3, 18, 24 and 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to
the following description:

- Class 3 : Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and
abrasive preparations; soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices';

- Class 18: Leather and imitations of leather, and goods made of these materials and not included in other
classes; animal skins, hides; trunks and travelling bags; umbrellas, parasols and walking sticks; whips, harness
and saddlery';

- Class 24: Textiles and textile goods, not included in other classes; bed and table covers';

- Class 25: Clothing, footwear, headgear'.

4. The application was published in Community Trade Marks Bulletin No 25/1998 of 6 April 1998.

5. On 3 July 1998, the applicant filed a notice of opposition under Article 42 of Regulation No 40/94 to
registration of the mark sought in respect of all the goods covered by the application.

6. The applicant based its opposition on, first, a likelihood of confusion, within the meaning of Article 8(1)(b)
of Regulation No 40/94, with various national trade marks owned by it and, in particular, two marks
consisting of the figurative sign EMIDIO TUCCI shown below:

>image>2

>image>3

Those two trade marks were registered in Spain as follows:

- Registration No 1908876 of 5 December 1994 for goods in Class 3 (Bleaching preparations and other
substances for laundry use; cleaning, polishing, scouring and abrasive preparations; soaps; perfumery, essential
oils, cosmetics, hair lotions; dentifrices');

- Registration No 855782 of 30 May 1984 for goods in Class 25 (clothing, including boots, shoes and
slippers').

7. Secondly, the applicant claimed that those trade marks enjoyed a reputation in Spain and that the use
without due cause of the mark applied for would take unfair advantage of, or be detrimental to, the distinctive
character or the reputation of the earlier trade marks within the meaning of Article 8(5) of Regulation No
40/94.

8. By decision of 20 April 2000, based solely on the two Spanish trade marks referred to in paragraph 6
above, the Opposition Division of OHIM:
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- allowed the opposition in part and, accordingly, refused registration of the mark sought in respect of all the
goods in Classes 3 and 25 and some of the goods in Class 18 (Leather and imitations of leather, and goods
made of these materials and not included in other classes; animal skins, hides; trunks and travelling bags');

- rejected the remainder of the opposition and, accordingly, allowed registration of the mark sought in respect
of the goods umbrellas, parasols and walking sticks; whips, harness and saddlery' in Class 18 and all of the
goods in Class 24.

9. Both the intervener and the applicant lodged with OHIM appeals under Articles 57 to 62 of Regulation No
40/94 against the Opposition Division's decision, the former with respect to the partial refusal to register the
mark sought and the latter with respect to the partial rejection of the opposition.

10. Ruling on the two appeals, which were joined under Article 7(1) of Commission Regulation (EC) No
216/96 of 5 February 1996 laying down the rules of procedure of the Boards of Appeal of OHIM (OJ 1996 L
28, p. 11), the Fourth Board of Appeal of OHIM, by decision of 3 October 2002 (Joined Cases R 700/20004
and R 746/20004, the contested decision'), of which the applicant was notified on 7 November 2002:

- annulled the Opposition Division's decision in so far as the opposition was allowed and, accordingly, the
trade-mark application refused in respect of the goods leather and imitations of leather, and goods made of
these materials and not included in other classes; animal skins, hides; trunks and travelling bags' in Class 18;

- dismissed the remainder of the appeals and upheld the Opposition Division's decision with regard to the
goods in Classes 3, 24 and 25 and the goods umbrellas, parasols and walking sticks; whips, harness and
saddlery' in Class 18.

Forms of order sought

11. The applicant claims that the Court should:

- annul the contested decision in so far as it allows the intervener's appeal, dismisses the applicant's appeal
and allows the application for a Community trade mark in respect of the goods in Classes 18 and 24;

- refuse registration of the mark sought in respect of all the goods in Classes 18 and 24 covered by that
application;

- order OHIM and the intervener to pay the costs.

12. OHIM and the intervener contend that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

13. In support of the form of order sought by it, the applicant relies on, essentially, one main plea, alleging
infringement of Article 8(1)(b) of Regulation No 40/94, and an alternative plea alleging infringement of
Article 8(5) of that regulation.

The main plea: infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

14. The applicant claims that, contrary to what the Board of Appeal found in the contested decision,
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there is, in the present case, a likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No
40/94.

15. First, there is a close similarity, bordering on identity, between the conflicting signs.

16. Secondly, there is manifestly a very close link between the goods in Class 3 and, especially, Class 25
designated by the earlier marks and the goods in Classes 18 and 24 covered by the trade-mark application.
The applicant claims that all those classes relate to the fashion and textile sectors and are concerned with
clothing itself, textiles to be used in making them, accessories or cosmetics. They are indissociable from
beauty, personal hygiene, physical appearance and personal image. The goods in question are sold through the
same channels, with the result that consumers will inevitably associate them and attribute a common
commercial origin to them. Moreover, in its decision of 20 April 2000, the Opposition Division conceded that
a link could be established between Classes 18 and 25 if certain conditions are met, including the condition
that the mark EMIDIO TUCCI have highly distinctive character'.

17. Thirdly, the applicant points out that, in any event, application of Article 8(1)(b) of Regulation No 40/94
requires that the likelihood of confusion be assessed comprehensively (Case C251/95 SABEL [1997] ECR
I6191, paragraph 22), account being taken of both the highly distinctive character of the earlier marks and the
principle of interdependence.

18. With regard to the first of those aspects, the applicant observes that the more distinctive the earlier mark,
the greater will be the likelihood of confusion; marks with highly distinctive character, either per se or
because of the recognition they possess on the market, enjoy broader protection than marks with a less
distinctive character (Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraph 20).

19. With regard to the second aspect, the applicant observes that an overall assessment implies some
interdependence between the relevant factors, and in particular a similarity between the trade marks and
between the goods or services covered. Accordingly, a lesser degree of similarity between those goods or
services may be offset by a greater degree of similarity between the marks, and vice versa (Case C39/97
Canon [1998] ECR I5507, paragraph 17, and Lloyd Schuhfabrik Meyer , cited in paragraph 18 above,
paragraph 19).

20. In the present case, the applicant submits that, given the high level of distinctiveness of the earlier marks
and the virtual identity of the conflicting signs, which means that it is possible to take account of the lesser
degree of similarity between the goods, the application of those principles must lead to refusal to register the
mark sought in respect of Classes 18 and 24.

21. Neither OHIM nor the intervener denies that the conflicting signs are very similar.

22. With respect to the similarity between the goods in question, OHIM divides the goods covered by the
trade-mark application into two groups, drawing a distinction between, on the one hand, the goods leather and
imitations of leather; animal skins, hides; trunks and travelling bags; umbrellas, parasols and walking sticks;
whips, harness and saddlery' in Class 18 and the goods in Class 24 (the goods in group 1') and, on the other,
the goods leather and imitations of leather, and goods made of these materials and not included in other
classes' in Class 18 (the goods in group 2').

23. OHIM shares the view taken by the Board of Appeal that there is generally no similarity between the
goods in group 1 and the goods in Classes 3 and 25 designated by the applicant's earlier marks.

24. OHIM observes that, when assessing the similarity between the goods in group 2 and the goods in Class
25 designated by one of the applicant's earlier marks, the Board of Appeal appears to have taken account only
of their different nature and intended purposes and did not give any ruling as to whether they might be
complementary.
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25. However, the goods in group 2 include accessories made of leather or imitation leather, such as various
types of bag and handbag, purses, wallets, etc., which according to OHIM the public will normally perceive as
being largely complementary to clothing and shoes in Class 25. It is well known that women in particular
take great care when choosing a bag or handbag, making sure that it matches a certain type of clothing or
shoes.

26. In this connection, OHIM relies on the practice of the Opposition Division in past decisions and more
specifically two decisions in which it was acknowledged that handbags' and articles made of leather or
imitation leather and bags' are complements of clothing and shoes' since those goods in Class 18 are basically
perceived by consumers as accessories of clothing and shoes in Class 25. That practice was reflected in the
Opposition Guidelines adopted by the President of OHIM on 10 May 2004.

27. In light of the foregoing, OHIM states that it is for the Court to judge whether the goods in question are
complementary.

28. However, according to the intervener, it is appropriate in the present case to apply the general rule
referred to by the Board of Appeal that the goods in Classes 18 and 24 and those in Classes 3 and 25 must
normally be regarded as dissimilar on account of the differences in their nature, intended purpose, method of
use and means of distribution and marketing.

29. An exception to that rule may be made only in certain special cases, for example where a textile company
has gained a certain reputation for its textiles and decides to capitalise on that success by extending its
activities to making clothing. In such a case, the consumer would associate those goods with their single
producer.

30. There is no such special link in this case since the applicant has never used the mark EMIDIO TUCCI
outwith the specific sector of menswear.

31. As far as the overall assessment of the likelihood of confusion is concerned, both OHIM and the
intervener take the view that the Board of Appeal was right to find that the evidence submitted by the
applicant was insufficient to justify taking account of the allegedly high level of distinctiveness of the earlier
marks.

32. With respect, moreover, to consideration of the principle of interdependence, OHIM considers, without
prejudice to the reservation set out in paragraphs 24 to 27 above in relation to the goods in group 2, that the
Board of Appeal was right to find that there was no objective relationship, even distant, between the goods in
Classes 18 and 24 covered by the trade-mark application and the goods in Class 3 and, in particular, Class 25
designated by the earlier marks.

Findings of the Court

33. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered where, because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected.

34. For the purposes of that provision, Article 8(2)(a)(ii) of Regulation No 40/94 states that, in the case of
trade marks registered in a Member State, earlier marks are those with a date of application for registration
which is earlier than the date of application for registration of the Community trade mark.

35. In the present case, the applicant based its opposition on four national trade marks, namely the two
Spanish trade marks identified in paragraph 6 above and two other trade marks registered in Spain, one on 5
December 1996 under No 2027132 for goods in Class 18 and the other on 20 November
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1997 under No 2092894 for goods in Class 24. At the hearing, the applicant requested that, for the purposes
of the present action, account also be taken of the last two marks. In that connection, it is sufficient to point
out, as did the Opposition Division, that the applications for registration of those marks were lodged on 6
May 1996 and 19 May 1997 respectively whereas the application for a Community trade mark was filed on 1
April 1996. Therefore, only the two trade marks identified in paragraph 6 above may be regarded as earlier
marks within the meaning of Article 8(2)(a)(ii) and, accordingly, only they may be taken into account for the
purposes of Article 8(1)(b) of Regulation No 40/94. Those two earlier marks were registered in Spain, which
is therefore the relevant territory for the purposes of that provision. Given the nature of the goods designated
by those two marks, the relevant public is composed of end consumers.

36. According to settled case-law, the likelihood that the public might believe that the goods or services in
question come from the same undertaking or, as the case may be, from economically-linked undertakings
constitutes a likelihood of confusion.

37. According to the same line of case-law, the likelihood of confusion must be assessed comprehensively,
regard being had to the perception by the relevant public of the signs and of the goods or services in question
and account being taken of all factors relevant to the case, in particular the interdependence of the similarity
between the trade marks and between the goods or services designated (see Case T162/01 Laboratorios RTB v
OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II2821, paragraphs 31 to 33 and
the case-law cited there).

38. In the present case, neither OHIM nor the intervener has challenged the Board of Appeal's finding that the
conflicting signs are similar for the purposes of Article 8(1)(b) of Regulation No 40/94.

39. It is therefore appropriate to examine whether the degree of similarity between the goods in question,
namely the goods in Classes 3 and 25 designated by the earlier marks and the goods in Classes 18 and 24
covered by the trade-mark application, is sufficiently great for it to be possible to find that there is a
likelihood of confusion between the marks.

40. In that context, it must be pointed out, first of all, that, as is stated in Rule 2(4) of Commission
Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1),
the classification of goods and services under the Nice Agreement is intended to serve exclusively
administrative purposes. Therefore, goods may not be regarded as being dissimilar to each other on the sole
ground that, as in the present case, they appear in different classes under that classification.

41. Moreover, it is settled case-law that when assessing the similarity of the goods concerned, all the relevant
factors which characterise the relationship between those products should be taken into account, those factors
including, in particular, their nature, their end users and their method of use and whether they are in
competition with each other or are complementary (Canon , cited in paragraph 19 above, paragraph 23, and
Case T85/02 Díaz v OHIM - Granjas Castello (CASTILLO) [2003] ECR II0000, paragraph 32).

42. Thus, in the present case, even if the applicant's claim that all the goods in question relate to beauty,
personal hygiene, physical appearance or personal image were established, it would be insufficient for the
goods to be regarded as similar if they are markedly different in the light of all the relevant factors
characterising their relationship.

43. OHIM rightly argues that the goods in Class 18 have a different nature and purpose from the goods in
Classes 3 and 25 designated by the earlier marks. The applicant does not seriously deny those differences with
regard to the goods in Class 3. The goods in Class 25 are used to cover and dress the human body whilst the
goods in Class 18 are used to carry objects, to decorate places
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or to serve as raw material for producers of goods made of leather or imitation leather. They are normally
made by different producers and sold through different distribution channels. The fact that goods such as cases
and umbrellas, or clothes and shoes, may be sold in the same commercial establishments, such as large shops
and supermarkets, is not particularly significant since very different kinds of goods may be found in such
shops, without consumers automatically believing that they have the same origin. Nor are the goods in
competition.

44. Similarly, the textiles and textile goods in Class 24 and the clothing and shoes in Class 25 differ in many
respects, such as their nature, intended purpose, origin and distribution channels. The Board of Appeal was
therefore right to find, in paragraph 31 of the contested decision, that it is only in special cases, namely where
a textile manufacturer exploits the reputation of its trade mark and decides to extend its activity to the
production of clothing, that the same mark is used to designate finished goods (clothing) and semi-finished
goods (textiles for clothing). It is not apparent from the file submitted by the applicant that this is the case
here.

45. Therefore, far from being manifestly and very closely linked', the goods in Classes 18 and 24 and those in
Classes 3 and 25 are normally not sufficiently similar for a likelihood of confusion as to their commercial
origin to arise in the minds of the reference public, even where the signs are similar.

46. Nevertheless, it is necessary to examine in more detail OHIM's argument that, of the goods in Class 18,
those in group 2, such as bags, handbags, wallets, purses and other similar accessories, are so complementary
in nature to the clothing and shoes in Class 25 that they might be regarded as similar within the meaning of
the judgment in Canon , cited in paragraph 19 above.

47. According to the definition given by OHIM in paragraph 2.6.1 of the Opposition Guidelines, referred to in
paragraph 26 above, complementary goods are goods which are closely connected in the sense that one is
indispensable or important for the use of the other so that consumers may think that the same undertaking is
responsible for the production of both goods.

48. However, in the present case, OHIM has by no means established or even claimed that the goods in group
2 and the goods in Class 25 are complementary in this way. Rather, OHIM appears to consider them to be
aesthetically, and therefore subjectively, complementary in a way which is determined by the habits and
preferences of consumers as may have been induced by producers' marketing strategies or even simple fashion
trends. Moreover, according to OHIM's argument, this complementary nature does not appear to have reached
the stage of an aesthetic necessity' in the sense that consumers would consider it unusual or shocking to carry
a bag which does not match their clothing or shoes.

49. In the present case, not only were no arguments exchanged before the Board of Appeal with regard to the
specific evidence on the basis of which the merits of OHIM's line of argument could be assessed but OHIM
has likewise failed to produce such evidence in the present proceedings.

50. OHIM merely asserts that it is probable' that consumers, particularly female consumers, will regard the
goods in group 2, and more specifically handbags, as accessories' for outer clothing and even shoes. OHIM
submits that it is normal' for a sizeable fraction of the public to regard those goods as complementary
accessories' because they are closely coordinated with outer clothing and shoes and because they may well' be
sold by the same or linked producers.

51. First of all, those explanations are to a certain extent speculative and hypothetical, if not based on simple
postulations.

52. Moreover, it is acknowledged in both the Opposition Guidelines and the two decisions of the Opposition
Division relied on by OHIM that it is unusual for both handbags and clothing and shoes to be sold by the
same or linked producers.
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53. It is therefore inappropriate to call into question, solely on the basis of the unsubstantiated claims made by
OHIM, the Board of Appeal's finding that the goods are similar.

54. The applicant also relied on the unusually high level of distinctiveness of its earlier mark as evidence to
be taken into account in carrying out an overall assessment of the likelihood of confusion (see paragraphs 17,
18 and 20 above).

55. As the Opposition Division rightly pointed out (see paragraph III.B.4 of its decision of 20 April 2000),
the unusually high level of distinctiveness of the earlier mark, resulting either from its inherent qualities or
from recognition of it on the market, is one of the special circumstances in which the possibility that the
goods in group 2 and the goods in Class 25 are complementary in aesthetic terms, because the former goods
may be accessories for the latter, can be regarded as decisive in assessing the likelihood of confusion.

56. Nevertheless, first, the applicant has failed to put forward any evidence or argument to substantiate its
claim that its earlier marks are inherently distinctive. Accordingly, that claim can only be rejected.

57. Secondly, although the high level of distinctiveness of those marks resulting from the recognition of them
on the market was taken into account by the Opposition Division, the Board of Appeal was right to disregard
it in the light of the evidence submitted by the applicant, as will be explained in paragraph 67 et seq. below.

58. The applicant therefore cannot rely on the high level of distinctiveness of its earlier marks.

59. It follows from the foregoing that the Board of Appeal did not err in law by finding that a likelihood of
confusion could be ruled out in the present case because there is no similarity between the goods in question.
Accordingly, the main plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94, must be rejected.

The alternative plea: infringement of Article 8(5) of Regulation No 40/94

Arguments of the parties

60. Even if it is assumed that there is no link between the goods in Class 3 and, especially, the goods in
Class 25 designated by the earlier marks and the goods in Classes 18 and 24 covered by the trade-mark
application, the applicant submits that OHIM ought to have refused to register the mark sought under Article
8(5) of Regulation No 40/94.

61. In the present case, it cannot, in the applicant's view, be denied that the earlier national marks EMIDIO
TUCCI enjoy a reputation in the Member State concerned since a large section of the relevant public is
familiar with them and since they are highly distinctive, particularly in the sector of men's fashion, as was
recognised by the Opposition Division itself in its decision of 20 April 2000.

62. In that context, the applicant relies on the evidence produced during the procedure before OHIM.

63. In addition, the applicant claims to present new evidence in the form of documents and testimonies,
including a request addressed to the Spanish Patents and Trade Marks Office for information on the fact that
it has registered marks in the various classes of the international classification, as well as new photographs,
brochures, written statements, advertisements, reviews and new promotional material.

64. According to the applicant, registration of the mark sought in respect of the goods in Classes 18 and 24
would entail an abusive use of the special distinctiveness which its earlier marks are acknowledged to have.
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65. OHIM and the intervener take the view that the Board of Appeal was right to find inadequate the
evidence submitted by the applicant in support of its opposition with a view to proving both the high level of
distinctiveness of the marks EMIDIO TUCCI for the purpose of the assessment of the likelihood of confusion
and the reputation of those marks for the purposes of Article 8(5) of Regulation No 40/94.

66. OHIM submits that the new evidence relied on by the applicant in support of its action cannot be
submitted for the first time before the Court.

Findings of the Court

67. According to the Court's case-law on the interpretation of Article 5(2) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), the substantive content of which is, in essence, identical to that of Article 8(5) of
Regulation No 40/94, in order to satisfy the requirement of reputation, the earlier national mark must be
known by a significant part of the public concerned by the goods or services covered by that trade mark. In
examining whether this condition is fulfilled, the national court must take into consideration all the relevant
facts of the case, in particular the market share held by the trade mark, the intensity, geographical extent and
duration of its use, and the amount spent by the undertaking in promoting it (Case C375/97 General Motors
[1999] ECR I5421, paragraphs 26 and 27).

68. In the present case, the Opposition Division drew a distinction between the reputation of a mark and its
unusually high level of distinctiveness resulting from recognition of it on the market. Without its being
necessary to decide whether such a distinction must be drawn, it should be observed that, in order for a mark
to acquire an unusually high level of distinctiveness as a result of market recognition, at least a significant
part of the relevant public must be familiar with it.

69. Since a mark cannot have a reputation unless it is, at the very least, recognised on the market, the
following considerations apply in relation to both the assessment of the reputation allegedly enjoyed by the
applicant's earlier marks for the purposes of Article 8(5) of Regulation No 40/94 and consideration, for the
purposes of assessing the likelihood of confusion under Article 8(1)(b) of that regulation, of the unusually
high level of distinctiveness allegedly acquired by those marks as a result of recognition of them on the
market (see paragraph 54 et seq. above).

70. In the present case, it is apparent from the case file that, before the Opposition Division and subsequently
before the Board of Appeal, the applicant produced the following evidence in order to establish both the
reputation of its earlier national marks and the higher than normal distinctiveness' acquired by them as a result
of their market recognition:

- 13 photocopies of advertisements for clothing bearing the mark EMIDIO TUCCI, which appeared in a
variety of Spanish newspapers and magazines (Tribuna, Tiempo, Epoca, El País and El Mundo ) in 1998;

- seven letters from a number of advertising directors (Grupo Zeta, El País , Diario ABC, RTVE, El Mundo ,
Tribuna and PCM), written in 1999 and confirming that clothing bearing the mark EMIDIO TUCCI had been
advertised in the media concerned during the past five years' or, at best, between 1994 and 1998;

- a video cassette containing advertisements and confirmation that those advertisements were broadcast on
television (Tele Cinco) between 1994 and 1999'.

71. Having examined that evidence, the Board of Appeal found that:

- the photocopies of advertisements which appeared in the Spanish press in 1998 were published after the
application for registration of the Community trade mark in question (which was filed
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on 1 April 1996) and are therefore irrelevant in assessing whether, at that time, the earlier national trade mark
had acquired a high level of distinctiveness as a result of recognition of it on the market;

- the majority of the confirmations given by the advertising directors of various media companies are drafted
in a manner which does not make it possible to ascertain whether or to what extent the earlier marks were
advertised before the decisive date of 1 April 1996; only two of them, namely those from the publishers of
the magazines Epoca and Tribuna, state relevant dates between 1994 and 1995 on which one of those marks
was advertised;

- the same objection may be made in relation to the video cassette;

- the applicant failed to provide any information on the turnover achieved on the sale of the goods bearing
those marks or on the amount spent on advertising them during the relevant period.

72. In the light of the file, those findings must be upheld.

73. OHIM and the intervener are therefore right to take the view, like the Board of Appeal, that the high
level of distinctiveness allegedly acquired by the applicant's earlier marks as a result of the recognition of
those marks on the market and, accordingly, the reputation allegedly enjoyed by the marks were not
sufficiently established by the material submitted by the applicant during the administrative procedure since it
did not include adequately substantiated or verifiable objective evidence to make it possible to assess the
market share held by the marks EMIDIO TUCCI in Spain, how intensive, geographically widespread and
long-standing use of the marks has been or the amount invested by the undertaking in promoting them (see,
by analogy, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I2779, paragraph 51).

74. The new evidence produced by the applicant for the first time in the proceedings before the Court (see
paragraph 63 above) must be rejected as inadmissible, in accordance with settled case-law (Case T247/01
eCopy v OHIM - (ECOPY) [2002] ECR II5301, paragraph 49, Case T128/01 DaimlerChrysler v OHIM
(Grille) [2003] ECR II701, paragraph 18, and Case T129/01 Alejandro v OHIM - Anheuser-Busch
(BUDMEN) [2003] ECR II2251, paragraph 67).

75. It should be added that the applicant has failed to put forward any evidence or argument capable of
establishing that use of the mark sought would take unfair advantage of, or be detrimental to, the
distinctiveness or the reputation of the earlier marks, so that, in any event, the conditions for applying Article
8(5) of Regulation No 40/94 are not met.

76. Accordingly, the alternative plea, alleging infringement of Article 8(5) of Regulation No 40/94, is
unfounded and must therefore be rejected.

77. The action must therefore be dismissed in its entirety.
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Order of the Court (Fifth Chamber)
of 28 June 2004

Glaverbel SA v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Appeal - Regulation (EC) No 40/94 - Community trade mark - Design applied to the surface of

goods - Absolute ground for refusal - Lack of distinctive character. Case C-445/02 P.

In Case C-445/02 P,

Glaverbel SA , established in Brussels (Belgium), represented by S. Möbus, Rechtsanwältin, with an address
for service in Luxembourg,

applicant,

APPEAL against the judgment of the Court of First Instance of the European Communities (Second Chamber)
of 9 October 2002 in Case T-36/01 Glaverbel v OHIM (glass-sheet surface) [2002] ECR II-3887, seeking to
have that judgment set aside in so far as the Court of First Instance held that the First Board of Appeal of the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) did not infringe Article 7(1)(b) of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1)
by adopting its decision of 30 November 2000 refusing to register a design applied to the surface of glass
products as a Community trade mark (Case R 137/2000-1),

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by G.
Schneider and R. Thewlis, acting as Agents,

defendant at first instance,

THE COURT (Fifth Chamber),

composed of: C. Gulmann (Rapporteur), President of the Chamber, R. Silva de Lapuerta and J. Makarczyk,
Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,

after hearing the Advocate General,

makes the following

Order

Costs

56. Under Article 69(2) of the Rules of Procedure, which applies to the procedure on appeal by virtue of
Article 118, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since Glaverbel has been unsuccessful in its plea, it must be ordered to pay the
costs of the present proceedings in accordance with the form of order sought by OHIM.

On those grounds,

THE COURT (Fifth Chamber)

hereby orders:

1. The appeal is dismissed.

2. Glaverbel SA shall pay the costs.
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1. By application lodged at the Court Registry on 9 December 2002, Glaverbel SA (Glaverbel') brought an
appeal under Article 49 of the EC Statute of the Court of Justice against the judgment of the Court of First
Instance of 9 October 2002 in Case T36/01 Glaverbel v OHIM (glass-sheet surface) [2002] ECR II3887 (the
judgment under appeal'), seeking to have that judgment set aside in so far as the Court of First Instance held
that the First Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM') did not infringe Article 7(1)(b) of Council Regulation (EC) No 40/94 of 20 December 1993
on the Community trade mark (OJ 1994 L 11, p. 1) by adopting its decision of 30 November 2000 refusing
to register a design applied to the surface of glass products as a Community trade mark (Case R 137/2000-1)
(the contested decision').

Legal background

2. Article 4 of Regulation No 40/94 provides:

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

3. Article 7(1) and (3) of Regulation No 40/94 provides:

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

...

3. Paragraph 1(b)... shall not apply if the trade mark has become distinctive in relation to the goods or
services for which registration is requested in consequence of the use which has been made of it'.

Facts

4. On 24 April 1998, Glaverbel filed with OHIM an application for registration as a Community trade mark
of a sign described as a design applied to the surface of the goods' in respect of goods in Classes 11, 19 and
21 of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes
of the Registration of Marks of 15 June 1957, as revised and amended, which are, primarily, glass products
for building and for the manufacture of sanitary installations.

5. The sign in respect of which registration was sought was an abstract design for application to the surface
of glass products.

6. By decision of 24 January 2000, the examiner refused the application for registration on the ground, inter
alia, that the mark applied for was not distinctive within the meaning of Article 7(1)(b) of Regulation No
40/94.

7. On 4 February 2000, the applicant filed an appeal against that decision.

8. The contested decision dismissed the appeal on the ground, inter alia, that the sign in question was devoid
of distinctive character because it is incapable of indicating the trade origin of the goods concerned.

The judgment under appeal

9. By application lodged at the Registry of the Court of First Instance on 19 February 2001,
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Glaverbel brought an action for annulment of the contested decision.

10. The judgment under appeal upheld that action.

11. Whilst rejecting the applicant's plea alleging infringement of Article 7(1)(b) of Regulation No 40/94, the
Court of First Instance upheld its plea alleging infringement of the right to be heard as regards the further
plea raised by it on the basis of Article 7(3) of Regulation No 40/94. The contested decision was therefore
annulled by the judgment under appeal.

Forms of order sought by the parties

12. Glaverbel claims that the Court should:

- annul the judgment under appeal in so far as the Court of First Instance held that the First Board of Appeal
of OHIM did not infringe Article 7(1)(b) of Regulation No 40/94;

- annul the contested decision in so far as registration of the sign in question was refused under Article
7(1)(b);

- order OHIM to pay the costs of the proceedings before the Court of First Instance and those of the present
appeal.

13. OHIM contends that the Court should dismiss the appeal and order Glaverbel to pay the costs.

The appeal

14. Under Article 119 of the Rules of Procedure, where the appeal is clearly inadmissible or clearly
unfounded, the Court may at any time, acting on a report from the Judge-Rapporteur and after hearing the
Advocate General, dismiss the appeal by reasoned order.

15. Glaverbel complains that the finding by the Court of First Instance that the glass design which Glaverbel
sought to register as a Community trade mark was devoid of distinctive character was based on a
misinterpretation of Article 7(1)(b) of Regulation No 40/94.

16. Its plea can be divided into four parts.

The first part

Arguments of the parties

17. Glaverbel submits that no distinction may be drawn between the various signs capable of being
represented graphically within the meaning of Article 4 of Regulation No 40/94. In particular, the condition
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings' must be applied to each of them in an identical manner. That means that the same conditions,
tests and interpretations are to be applied to them.

18. Glaverbel complains that, in paragraph 23 of the judgment under appeal, the Court of First Instance held
that the perception by the target public is not necessarily the same in the case of a sign composed of a design
applied to the surface of goods as it is in the case of a word or figurative mark. That finding is incorrect.
More specifically, it is wrong to hold that such a finding leads to a different assessment of distinctiveness.
The Court of First Instance wrongly stated that the public is accustomed to perceiving word or figurative
marks instantly as identifying the trade origin of the goods. That finding draws a distinction between word or
figurative marks and other types of mark such as that in question in the present case. The result is that the
degree of distinctiveness of word or figurative marks is generally greater than that of other types of mark.
That interpretation has no basis in law.

19. OHIM takes the view that this part of the plea is inadmissible since it challenges the Court of First
Instance's assessment of the facts.
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Findings of the Court

20. In paragraph 22 of the judgment under appeal, the Court of First Instance, when interpreting Article
7(1)(b) of Regulation No 40/94, rightly pointed out that a sign's distinctiveness must be assessed by reference
to the goods or services for which registration is claimed and by reference to the perception of the sign on the
target market (see, with respect to the identical provision in Article 3(1)(b) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), Case C299/99 Philips [2002] ECR I5475, paragraphs 59 and 63, and Case C218/01 Henkel
[2004] ECR I0000, paragraph 50).

21. It also rightly observed, in paragraph 23 of the judgment under appeal, that Article 7(1)(b) of Regulation
No 40/94 does not draw a distinction between different types of sign (see, likewise with respect to Article
3(1)(b) of Directive 89/104, Joined Cases C53/01 to C55/01 Linde and Others [2003] ECR I3161, paragraph
42).

22. It went on to state, in the same paragraph of the judgment under appeal, that the perception amongst the
target market is not necessarily the same in the case of a sign composed of a design applied to the surface of
goods as it is in the case of a word or figurative mark comprising a sign that bears no relation to the
appearance of the goods it identifies. It observed that, whilst the public is accustomed to perceiving word or
figurative marks instantly as identifying the trade origin of the goods, the same is not necessarily true where
the sign forms part of the appearance of the goods for which it is claimed.

23. First of all, the Court of Justice has held in its case-law that, whilst the criteria for assessing
distinctiveness are the same for the various categories of trade mark, it may become apparent, when applying
those criteria, that the relevant public's perception is not necessarily the same in relation to each of those
categories and that, therefore, it may prove more difficult to establish the distinctiveness of the marks in
certain categories than of those in other categories (see Henkel , cited above, paragraph 52; Joined Cases
C456/01 P and C457/01 P Henkel v OHIM [2004] ECR I0000, paragraph 38; Joined Cases C468/01 P to
C472/01 P Procter &amp; Gamble v OHIM [2004] ECR I0000, paragraph 36; and Joined Cases C473/01 P
and C474/01 P Procter &amp; Gamble v OHIM [2004] ECR I0000, paragraph 36).

24. The criticised findings in the judgment under appeal are consistent with that case-law.

25. Consequently, the complaint is manifestly unfounded.

26. The first part of the plea must therefore be rejected.

The second part

Arguments of the parties

27. Glaverbel complains that, in paragraphs 26 to 30 of the judgment under appeal, the Court of First Instance
stated that the design applied to the surface of the goods:

- is perceived primarily as a technical means of rendering the glass opaque;

- cannot be easily and instantly recalled by the target market as a distinctive sign as a result of its complexity
and fancifulness, which are attributable in greater measure to the ornamental and decorative nature of the
design's finish;

- does not convey a fixed impression.

28. Glaverbel argues that there are thousands of possible patterns, each of which renders a glass sheet opaque.
The consumer will chose a glass sheet on the basis of the design which he likes most.
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Thus, the consumer will not perceive the design primarily as a technical means of rendering the glass opaque.
The fact that a sign is complex and fanciful usually leads to the assumption that it is distinctive. The average
well-informed consumer buying a glass sheet with the design in question applied to its surface will
immediately recognise that glass sheet upon seeing it elsewhere and will believe it to originate from the same
undertaking, even if the details of the design are complex.

29. According to Glaverbel, the design applied to the surface of the glass is clearly perceived primarily as an
indicator of origin and not as a technical or decorative feature. In any event, many marks are perceived not
only as an indicator of origin but also as a decorative element because consumers wish it so and because
producers must prevent the trade mark, whether it be a word, figurative or any other type of mark, from
rendering the product unattractive. Finally, there is no requirement that the impression be fixed. Word and
figurative marks can themselves be interpreted in many different ways and this does not mean that it can be
concluded that they lack distinctive character.

30. OHIM contends that the complaint relating, in particular, to the finding that the sign is perceived primarily
as a technical means of rendering the glass opaque and that its complexity makes it more difficult to
remember it is inadmissible since it challenges findings of fact.

Findings of the Court

31. Under Article 225 EC and Article 58 of the Statute of the Court of Justice, an appeal lies on a point of
law only. Therefore, the appraisal of the facts does not constitute, save where the clear sense of the evidence
produced before the Court of First Instance is distorted, a question of law which is subject, as such, to review
by the Court of Justice (see, inter alia, Joined Cases C280/99 P to C282/99 P Moccia Irme and Others v
Commission [2001] ECR I-4717, paragraph 78, and Case C104/00 P DKV v OHIM [2002] ECR I-7561,
paragraph 22).

32. In paragraphs 26 to 30 of the judgment under appeal, the Court of First Instance examined the specific
glass products in question.

33. It found that the design, which consists of countless tiny strokes applied to the surface of the sheet, no
matter what its area, forms part of the appearance of the product itself and embodies obvious characteristics of
the product, with the result that it is perceived primarily as a technical means of rendering the glass opaque.
Moreover, it stated that the complexity and fancifulness of the design in respect of which registration was
sought is attributable rather to the ornamental and decorative nature of the design's finish. The overall
complexity of the design and the fact that it is applied to the external surface of the product do not allow the
design's individual details to be committed to memory or the design to be apprehended without the product's
inherent qualities being perceived simultaneously. Finally, it took the view that the impression conveyed by
the sign is not fixed and varies according to the angle from which the goods are viewed, the brightness of the
light and the quality of the glass.

34. The Court of First Instance concluded that the sign does not serve as an indication of origin for the target
public, which is composed of both professionals in the construction field and the public in general.

35. Glaverbel's complaints seek a finding that the design in question is immediately and clearly perceived by
the consumer as an indication of the origin of the goods.

36. They are thus intended solely to call into question the Court of First Instance's assessment of the facts and
are not accompanied by arguments establishing that the clear sense of the evidence was distorted.

37. The second part of the plea is therefore manifestly inadmissible.

38. Accordingly, it must be rejected.
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The third part

Arguments of the parties

39. Glaverbel submits that account must be taken of the fact that many registered marks consist of the shape
of the goods themselves. It points out, for example, that packaging of goods or bottles may be protected as
trade marks and registered even though their primary purpose is to contain or present the goods. The shape of
a product consists of the product's appearance, as in the present case. Consequently, if the shape of goods
may be registered, even if there are no additional features, that must also be the case for marks such as that
in question in the present case, particularly since the various types of marks must be treated in an identical
manner.

40. OHIM contends that this part of the plea is manifestly unfounded since at no time did the Court of First
Instance deny generally that a sign consisting of an ornamental design applied to the surface of a product may
be registered.

Findings of the Court

41. Under Article 4 of Regulation No 40/94, a Community trade mark may indeed consist of the shape of
goods or of their packaging, in the same way as it may consist of a design or any other sign capable of being
represented graphically. However, Article 4 states that such a sign can constitute a trade mark only if it is
capable of distinguishing the goods or services of one undertaking from those of another.

42. In paragraph 19 of the judgment under appeal, the Court of First Instance rightly ruled that a design
applied to the surface of goods is capable of constituting a Community trade mark in so far as it is capable of
distinguishing the goods or services of one undertaking from those of another.

43. It did not, therefore, hold that a design applied to the surface of goods cannot be registered.

44. Accordingly, the argument that, if a shape may be registered, it must be possible to register a mark such
as the one in question in the present case is likewise based on an erroneous premiss. On that ground alone, it
is manifestly unfounded.

45. The third part of the plea must therefore be rejected.

The fourth part

Arguments of the parties

46. Glaverbel complains that, in paragraph 32 of the judgment under appeal, the Court of First Instance
disregarded consumer declarations containing statements such as when I see glass with the design in question,
I know that this glass comes from one particular manufacturer', because they were related to the test for
distinctiveness acquired through use. It argues that, even though those declarations were lodged with OHIM in
connection with its application under Article 7(3) of Regulation No 40/94, with a view to showing that the
sign had acquired distinctive character as a result of considerable use, that does not mean that they could be
rejected by the Court of First Instance when examining its application under Article 7(1)(b) of that regulation.
The argument based on the above statement was raised in support of the application under Article 7(1)(b).
There was nothing in that statement from which the conclusion could be drawn that the person making it was
aware of the widespread use of the glass sheets in question. On the contrary, it merely reflected the
consumer's opinion that the glass sheets were distinctive.

47. OHIM contends that:

- although it has not examined or compared in detail the declarations relied on by Glaverbel, those documents,
which were submitted together with Glaverbel's application for registration, are inadmissible
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in the appeal procedure because they were not produced at an earlier stage of the proceedings;

- in any event, the Court of First Instance took account of the declarations of specialists included in those
documents and concluded that, since specialists cannot be regarded as the only persons making up the target
market, those declarations could not alter its assessment of the consumer's general perception of the design on
the glass.

Findings of the Court

48. Contrary to OHIM's submissions, the declarations relied on by Glaverbel, which are attached to its appeal
as Annex A 12, were produced before the Court of First Instance. They were produced as Annex A 7 to the
application. Therefore, the plea of inadmissibility raised against the production of the documents in question
cannot be upheld.

49. Those documents include a statement made by an employee of Glaverbel and 15 other declarations made
by professionals in the glass sector and specialist journalists. All the declarations contain a statement that, in
essence, the person making the declaration, upon seeing the design in question, immediately recognises a
specific glass product originating from Glaverbel. All of the persons making a declaration make clear that
their knowledge of the goods was acquired in the course of their trade. The majority state that they have
lengthy practical experience and that the goods identified by the design in question have been marketed for
some time.

50. It was in the light of those documents that the Court of First Instance, in paragraph 32 of the judgment
under appeal:

- held that its finding that the sign lacked distinctive character was not affected by Glaverbel's argument that
the consumer is able to identify that sign because its goods have been on the market for a long time and that
specialists cannot but recognise that goods bearing that sign originate from the applicant;

- and, moreover, stated that the argument in question was based on a test of distinctive character acquired
through use and not the inherent distinctiveness of the design and that specialists, members of the building
trade or glass industry, cannot be regarded as the only persons making up the target market for the goods in
question.

51. In view of that reasoning, the content of the declarations and the status of those making them, it is
apparent that, contrary to what Glaverbel claims, the Court of First Instance rejected the documents in
question after examining them and not on the sole formal ground that they had been produced in support of
an application for registration based on the acquisition of distinctiveness through use under Article 7(3) of
Regulation No 40/94.

52. Accordingly, the complaint raised by Glaverbel is manifestly unfounded.

53. Even assuming that the part of the plea examined also comprises a complaint that the Court of First
Instance wrongly failed to conclude from the content of the declarations produced that the persons making
them confirmed that the design in question is inherently distinctive within the meaning of Article 7(1)(b) of
Regulation No 40/94, it is sufficient to point out that such a complaint essentially calls into question an
assessment of the facts and that, therefore, in the absence of any arguments showing that the clear sense of
the evidence was distorted, it is manifestly inadmissible in an appeal procedure.

54. Accordingly, the fourth part of the plea must likewise be rejected.

55. In conclusion, since none of the four parts of the plea have been upheld, the appeal must be dismissed.

© An extract from a JUSTIS database



62002O0445 European Court reports 2004 Page I-06267 8

DOCNUM 62002O0445

AUTHOR Court of Justice of the European Communities

FORM Order

TREATY European Economic Community

PUBREF European Court reports 2004 Page I-06267

DOC 2004/06/28

LODGED 2002/12/09

JURCIT 31989L0104-A03P1LB : N 20 21 23
31994R0040-A04 : N 2 41 - 45
31994R0040-A07P1LB : N 3 20 - 26 53
31994R0040-A07P3 : N 3 50 51
31991Q0704(02)-A119 : N 14
12001C/PRO/02-A58 : N 31 - 38 53
11997E225 : N 31 - 38 53
62001J0218 : N 20
62001J0053 : N 21
62001J0456 : N 23
62001J0468 : N 23
62001J0473 : N 23
61999J0280 : N 31
62000J0104 : N 31
61999J0299 : N 20
62001A0036 : N 1 - 55

CONCERNS Confirms 62001A0036 -

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Belgium

PROCEDU Application for annulment;Appeal - unfounded;Appeal - inadmissible

ADVGEN Jacobs

JUDGRAP Gulmann

DATES of document: 28/06/2004
of application: 09/12/2002

© An extract from a JUSTIS database



62002O0150 European Court reports 2004 Page I-01461 1

Order of the Court (Fourth Chamber)
of 5 February 2004

Streamserve Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Appeal - Community trade mark - Regulation (EC) No 40/94 - Absolute ground for refusal to register -

Distinctive character - Marks consisting exclusively of descriptive signs or indications - Streamserve.
Case C-150/02 P.

In Case C-150/02 P,

Streamserve Inc., represented by J. Kääriäinen, advokat, with an address for service in Luxembourg,

appellant,

APPEAL against the judgment of the Court of First Instance of the European Communities (Fourth Chamber)
of 27 February 2002 in Case T-106/00 Streamserve v OHIM (Streamserve) [2002] ECR II-723, seeking the
annulment of that judgment in so far as the Court of First Instance held that the Second Board of Appeal of
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) had not infringed Article
7(1)(c) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994
L 11, p. 1) in its decision of 28 February 2000 refusing registration of the word Streamserve as a Community
trade mark, other than as regards goods in the categories manuals and publications (Case R-423/1999-2),

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by E. Joly,
acting as Agent,

defendant at first instance,

THE COURT (Fourth Chamber),

composed of: J.N. Cunha Rodrigues, President of the Chamber, J.-P. Puissochet (Rapporteur) and F. Macken,
Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,

after hearing the Opinion of the Advocate General,

makes the following

Order

1 By an application lodged at the Registry of the Court on 25 April 2002, Streamserve Inc. (hereinafter the
appellant) brought an appeal under Article 49 of the EC Statute of the Court of Justice against the judgment
of the Court of First Instance in Case T-106/00 Streamserve v OHIM (Streamserve) [2002] ECR II-723
(hereinafter the contested judgment), seeking to have that judgment set aside in so far as the Court of First
Instance held that the Second Board of Appeal of the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (hereinafter OHIM) had not, for goods in categories other than manuals and publications,
infringed Article 7(1)(c) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1) in its decision of 28 February 2000 refusing registration of the word Streamserve
as a Community trade mark (Case R-423/1999-2) (hereinafter the contested decision).

Legal background

2 Article 4 of Regulation No 40/94 provides as follows:

A Community trade mark may consist of any signs capable of being represented graphically, particularly
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words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.

3 Article 7(1) of the same regulation provides as follows:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...

4 Article 12 of Regulation No 40/94 provides as follows:

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time of
production of the goods or of rendering of the service, or other characteristics of the goods or service;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.

Facts of the dispute

5 On 22 August 1997, Intelligent Document Systems Scandinavia AB filed an application with OHIM for
registration as a Community trade mark of the word Streamserve for goods in Classes 9 and 16 of the Nice
Agreement concerning International Classification of Goods and Services for the Purpose of the Registration of
Marks of 15 June 1957, as revised and amended.

6 The goods in Class 9 in respect of which registration was requested included the following products:
[a]pparatus for recording, transmitting and reproducing of sounds and images; data processing equipment
including computers, computer memories, viewing screens, keyboards, processors, printers and scanners;
computer programs stored on tapes, disks, diskettes and other machine-readable media.

7 The goods referred to in the application for registration and within Class 16 were as follows: [l]isted
computer programs; manuals; newspapers and publications; education and teaching material.

8 On 18 February 1999 the Community trade mark application was transferred into the name of the appellant.

9 OHIM's examiner refused the application by decision of 21 May 1999 and the appellant appealed.

10 OHIM's Second Board of Appeal dismissed that appeal by the contested decision on the ground that the
word Streamserve, which is made up of two English words without any additional unusual or innovative
element, was descriptive of the intended use of the goods concerned, in this case a technique for transferring
digital data from a server enabling them to be processed as a steady and continuous stream (a technique
known as streaming) and that, in those circumstances, the examiner was justified in holding that Article
7(1)(b) and (c) of Regulation No 40/94 precluded the registration
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of the word as a Community trade mark.

The contested judgment

11 By an application lodged at the Registry of the Court of First Instance on 27 April 2000 the appellant
brought an action against the contested decision. The Court of First Instance upheld the application in part
only in the contested judgment.

12 First of all, at paragraph 36 of the contested judgment, the Court of First Instance stated that Article
7(1)(c) of Regulation No 40/94 pursued an aim which was in the public interest, namely that the signs and
indications referred to in that provision should not be reserved to one undertaking alone by reason of their
being registered as a mark, but can be freely used by all.

13 Secondly, having pointed out that the persons at whom the appellant's goods are targeted comprise average
English-speaking consumers who use the internet and are interested in its audiovisual aspect, the Court of First
Instance held, at paragraphs 40 to 49 of the contested judgment, that the conditions for the application of
Article 7(1)(c) of Regulation No 40/94 were met in this case. In other words, from the viewpoint of the
public addressed, there was a sufficiently direct and specific relation between the sign and the goods for
which registration was sought.

14 The Court of First Instance considered, on the one hand, that the word Streamserve was made up of a
basic verb (serve) and a noun (stream) and was therefore not unusual for the consumers concerned. On the
other hand, it found that the word Streamserve referred to a technique for transferring digital data from a
server, enabling them to be processed as a steady and continuous stream, and that this technique did not
merely constitute a field in which those goods are applied but rather one of their specific functions.

15 It concluded, at paragraph 49 of the contested judgment, that the word Streamserve could serve to
designate a characteristic of the majority of the goods listed in the application for registration and that,
therefore, in respect of those goods, the absolute ground for refusal set out in Article 7(1)(c) of Regulation No
40/94 prevented its registration.

16 Thirdly, the Court of First Instance pointed out, in regard to the same goods, that the contested decision
could lawfully be taken on the sole basis of Article 7(1)(c) of Regulation No 40/94 and that, accordingly, the
appellant's argument that the decision rather infringed Article 7(1)(b) of that regulation was invalid and must
therefore be rejected.

17 In contrast, the Court of First Instance found that OHIM had established neither that Streamserve could be
descriptive nor that it was devoid of distinctive character for goods within the categories manuals and
publications. It therefore annulled the contested decision in so far as it refused the application for registration
of Streamserve for goods within those two categories.

The appeal

18 The appellant claims that the Court should, first of all, set aside the contested judgment in so far as it
upheld the contested decision for goods not in the categories manuals and publications and, secondly, annul
the contested decision. It also requests that OHIM be ordered to pay the costs.

19 OHIM contends that the appeal should be dismissed and the appellant be ordered to pay the costs.

20 Under Article 119 of the Rules of Procedure, where the appeal is clearly unfounded, the Court may at any
time, acting on a report from the Judge-Rapporteur, and after hearing the Advocate General, by reasoned order
dismiss the appeal.

The first ground of appeal
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21 By its first ground of appeal the appellant argues that the Court of First Instance erred in law in finding
that Article 7(1)(c) of Regulation No 40/94 pursues an aim which is in the public interest, namely that the
signs and indications referred to in that article may be freely used by all. That statement by the Court of First
Instance is not wholly reconcilable with the view taken by Advocate General Jacobs as expressed in his
Opinion in the Baby-Dry case, and accepted by the Court of Justice (Case C-383/99 P Procter &amp; Gamble
v OHIM [2001] ECR I-6251), to the effect that Article 7(1)(c) of Regulation No 40/94 is intended not to
prevent any monopolising of ordinary descriptive terms but rather to avoid the registration of descriptive brand
names for which no protection could be available (see paragraph 78 of the Opinion). In those circumstances,
the Court of First Instance adopted a test that was too severe in the application of those provisions to the
facts of the case.

22 Under Article 4 of Regulation No 40/94, any signs capable of being represented graphically may constitute
a Community trade mark provided that such signs are capable of distinguishing the goods or services of one
undertaking from those of other undertakings.

23 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service may not be registered.

24 Accordingly, signs and indications which may serve, in trade, to designate the characteristics of the goods
or services in respect of which registration is sought are, under Regulation No 40/94, deemed to be incapable,
by their very nature, of fulfilling the trade mark's function as an indication of origin, without prejudice to the
possibility of such distinctive character being acquired through use as provided for under Article 7(3) of
Regulation No 40/94.

25 By prohibiting the registration as a Community trade mark of signs or indications which may serve, in
trade, to designate the characteristics of the goods or services for which registration is sought, Article 7(1)(c)
of Regulation No 40/94 pursues an aim which is in the general interest, namely that such signs or indications
may be freely used by all. That provision accordingly precludes such signs or indications being reserved to a
single undertaking as a result of the registration of the trade mark (see, in relation to the identical provisions
of Article 3(1)(c) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1), Joined Cases C-108/97 and C-109/97
Windsurfing Chiemsee [1999] ECR I-2779, paragraph 25, and Joined Cases C-53/01 to C-55/01 Linde and
Others [2003] ECR I-3161, paragraph 73, and, as regards Article 7(1)(c) of Regulation No 40/94, the
judgment of 23 October 2003 in Case C-191/01 P OHIM v Wrigley, not yet published in the ECR).

26 Accordingly, in finding, at paragraph 36 of the contested judgment, that Article 7(1)(c) of Regulation No
40/94 pursues an aim which is in the public interest, namely that the proposed signs and indications may be
freely used by all, the Court of First Instance did not fail to take account of the objectives of those provisions
and accordingly interpreted them correctly.

27 The grounds are therefore not vitiated by any error of law.

28 The first ground of appeal must therefore be rejected.

Second ground of appeal

29 By its second ground of appeal the appellant argues that the Court of First Instance misinterpreted the facts
in holding that the word Streamserve did not appear unusual for the relevant consumers. It claims that this
word, made up of the verb serve and the noun stream, does not consist exclusively of signs or indications
designating one of the characteristics of the goods concerned but is inventive,
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inasmuch as it is not used in the specific language of computers and the internet to designate the goods
referred to in the application for registration or any of their characteristics.

30 First of all, in claiming that the Court of First Instance, by misinterpreting the facts of the case, found that
the word Streamserve is usual for the public concerned and is not capable of being used to designate the
characteristics of the goods to which the application for registration relates, the appellant is in reality confining
itself to challenging - and without pleading any distortion of the clear sense of the evidence in the file
submitted to the Court of First Instance - the findings of fact made by that Court. Accordingly, that finding
does not constitute a point of law which is subject, as such, to review by the Court of Justice on appeal (Case
C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22).

31 Secondly, in concluding from all the findings made, at paragraphs 44 to 48 of the contested judgment, that
the word Streamserve could serve, in trade, to designate a characteristic of most of the goods referred to in
the application for registration, the Court of First Instance applied Article 7(1)(c) of Regulation No 40/97
correctly (OHIM v Wrigley, paragraph 32).

32 In those circumstances the second ground of appeal must be rejected.

33 It follows from all of the foregoing that the appeal is clearly unfounded and must therefore be dismissed.

Costs

34 Under Article 69(2) of the Rules of Procedure of the Court of Justice, which applies to appeal proceedings
by virtue of Article 118, the unsuccessful party is to be ordered to pay the costs if they have been applied for
in the successful party's pleadings. Since OHIM has applied for costs, and the appellant has been unsuccessful,
the latter must be ordered to pay the costs.

On those grounds,

THE COURT (Fourth Chamber)

hereby orders:

1. The appeal is dismissed.

2. The appellant is to pay the costs.
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Judgment of the Court (Second Chamber)
of 16 September 2004

SAT.1 SatellitenFernsehen GmbH v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Appeals - Community trade mark - Absolute grounds for refusal to register -

Article 7(1)(b) and (c) of Regulation (EC) No 40/94 - "Sat.2'. Case C-329/02 P.

In Case C-329/02 P,

APPEAL under Article 56 of the Statute of the Court of Justice,

lodged at the Court on

12 September 2002

,

SAT.1 SatellitenFernsehen GmbH , established in Mayence (Germany) represented by R. Schneider,
Rechtsanwalt, with an address for service in Luxembourg,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by D.
Schennen, acting as Agent, with an address for service in Luxembourg,

defendant at first instance,

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the Chamber, J.-P. Puissochet (Rapporteur), R. Schintgen, F.
Macken and N. Colneric, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar

having regard to the written procedure and further to the hearing on 8 January 2004,

after considering the observations submitted on behalf of the parties,

after hearing the Opinion of the Advocate General at the sitting on

11 March 2004,

gives the following

Judgment

Costs

49. Under Article 122 of the Rules of Procedure of the Court of Justice, where the appeal is well founded and
the Court of Justice itself gives final judgment in the case, the Court is to make a decision as to costs.

50. Under Article 69(2) of the Rules of Procedure of the Court of Justice, which applies to appeals by virtue
of Article 118, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since the appellant has applied for costs against the Office and the Office has
been unsuccessful, the latter party must be ordered to pay the costs both at first instance and on appeal.

On those grounds the Court (Second Chamber) hereby:
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1. Sets aside the judgment of the Court of First Instance of the European Communities of 2 July 2002 in
Case T-323/00 SAT.1 v OHIM (SAT.2) [2002] ECR II-2839 inasmuch as the Court of First Instance found
that the Second Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM) had not infringed Article 7(1)(b) of Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark by refusing, by its decision of 2 August 2000 (Case R 312/1999-2), to
register as a Community trade mark the term SAT.2' in respect of services which, in the registration
application, are connected with satellite broadcasting, that is to say the services referred to in paragraph 3 of
the contested judgment to which the Court of First Instance does not refer in paragraph 42 of the contested
judgment;

2. Annuls the decision of 2 August 2000 of the Second Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs);

3. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the costs
incurred in these proceedings and in those before the Court of First Instance.

1. By its appeal, SAT.1 SatellitenFernsehen GmbH (the appellant') is seeking that the judgment of the Court
of First Instance of the European Communities of 2 July 2002 in Case T-323/00 SAT.1 v OHIM (SAT.2)
[2002] ECR II-2839, the contested judgment', in which it dismissed its application, be set aside insofar as the
Court of First Instance found that the Second Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (the Office') had not infringed Article 7(1)(b) of Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1, the regulation') or failed
to observe the principle of non-discrimination by refusing, by its decision of 2 August 2000 (Case R
312/1999-2, the contested decision'), to register as a Community trade mark the term SAT.2' in respect of
services which, in the registration application, are connected with satellite broadcasting.

The legal framework

2. Under Article 4 of the regulation:

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

3. Article 7 of that regulation provides:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...

2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'
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4. According to Article 12 of the regulation:

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time of
production of the goods or of rendering of the service, or other characteristics of the goods or service;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.'

5. Article 38(1) of the regulation provides:

Where, under Article 7, a trade mark is ineligible for registration in respect of some or all of the goods or
services covered by the Community trade mark application, the application shall be refused as regards those
goods or services.'

Background to the dispute

6. On 15 April 1997, the appellant applied to the Office to register the term SAT.2' as a Community trade
mark in respect, first, of various goods coming within Classes 3, 9, 14, 16, 18, 20, 25, 28, 29 and 30 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and, secondly, of services coming within
Classes 35, 38, 41 and 42 of that agreement.

7. When that application was rejected, so far as concerned the services within Classes 35, 38, 41 and 42, by a
decision of 9 April 1999 of the examiner at the Office, the appellant appealed to the Office.

8. By the contested decision, the Second Board of Appeal of the Office dismissed the appeal on the ground
that Article 7(1)(b) and (c) of the regulation precluded registration of the term SAT.2 for services falling
within the abovementioned classes.

Procedure before the Court of First Instance and the contested judgment

9. By application lodged at the Registry of the Court of First Instance on 16 October 2000, the appellant
brought an action seeking the annulment of the contested decision.

10. The Court, in the contested judgment, upheld the application in part only.

11. First, it observed that the Second Board of Appeal of the Office had failed to rule on the appellant's
claims regarding the Class 35 services set forth in the registration application. It then annulled the contested
decision to that extent.

12. Secondly, the Court of First Instance annulled the contested decision so far as concerns the services within
Classes 38, 41 and 42, but only inasmuch as it refused to register the term SAT.2' for the services falling
within those classes as set out in paragraph 42 of the contested judgment.

13. In annulling the decision, the Court of First Instance, first, upheld the plea of the appellant alleging that
the contested decision had been wrongly based on Article 7(1)(c) of the regulation. By basing itself on the
relevant meaning of the trade mark, established not only on the basis of its various components but also on its
meaning as a whole, accepting only such characteristics of the goods or services as are likely to be taken into
account by the relevant public when making its choice, the Court found that the term SAT.2' was not
descriptive of the services coming within Classes 38, 41 and 42, within the meaning of Article 7(1)(c). In its
view, the term relates to
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no specific characteristic of the services concerned which is likely to be taken into account by the relevant
public when making its choice.

14. On the other hand, the Court of First Instance dismissed, so far as concerns part of the services coming
within Classes 38, 41 and 42, the appellant's plea in law alleging that the contested decision could not refuse
registration of the term SAT.2' on the basis of Article 7(1)(b) of the regulation. It found that, in view of its
constitutive elements, the term was devoid of any distinctive character within the meaning of that provision in
relation to services which, in the application registration, are connected with satellite broadcasting, that is to
say the services referred to in paragraph 3 of the contested judgment to which the Court of First Instance does
not refer in paragraph 42 of that judgment.

15. Finally, it rejected the appellant's plea in law alleging that the refusal to register the term in question was
contrary to the principle of equal treatment since signs which were, according to the appellant, altogether
similar, had been registered as Community trade marks by the Office.

The appeal

16. The appellant claims that the Court should set the contested judgment aside insofar as the Court of First
Instance dismissed the remainder of the heads of claim it submitted before it and order the Office to pay the
costs.

17. The Office contends that the Court should dismiss the appeal and order the appellant to pay the costs.

Arguments of the parties

18. By its first ground of appeal, the appellant argues that the interpretation by the Court of First Instance of
Article 7(1)(b) of the regulation is vitiated by an error of law in two respects.

19. First, contrary to what the Court of First Instance states at paragraph 36 of the contested judgment, that
provision did not pursue an aim which is in the public interest, which requires that the signs they refer to
may be freely used by all. Its aim is in fact to enable the final consumer or user to distinguish without any
possible confusion the origin of goods or services, in accordance with the view which the Community
legislature and the Court have of the main function of trade marks. The Court of First Instance thus applied a
test which is appropriate in the context of Article 7(1)(c) and (e) of the regulation rather than in that of
Article 7(1)(b) thereof and it accordingly failed to ascertain exactly in what way the term in question was
capable of fulfilling that function of a trade mark.

20. Secondly, the appellant claims that, after observing, correctly, that it was necessary to examine the overall
impression made by the term SAT.2' on the consumers concerned in order to assess whether the sign had a
distinctive character, the Court of First Instance did not apply that rule of analysis correctly in the present
case. Instead it broke down the term into its constituent elements in order to found its refusal to register.
However, such a breakdown is not the way in which consumers appraise and interpret the trade mark when
they perceive it. Moreover, the Court of First Instance wrongly based the absence of distinctive character on
the fact that the term was composed of elements commonly used, in trade, for the presentation of the goods
or services concerned, whereas that kind of element can be taken into consideration only when applying
Article 7(1)(c) of the regulation.

21. The Office responds to that ground of appeal by stating that Article 7(1)(b) of the regulation pursues an
aim which is in the public interest, namely to ensure that the signs concerned are freely available The
case-law of the Court of Justice shows that the grounds for refusal laid down in Article 7(1)(b) and (c) of the
regulation do indeed pursue such an aim since they preclude non-distinctive signs from being covered by the
protection afforded by registration as a trade mark.
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22. The Office shares the argument of the appellant that the term concerned must be assessed as a whole and
that distinctive character' must be understood to mean the ability of a trade mark to identify the goods and
services which it designates according to their origin. It considers, however, that the term SAT.2' is devoid of
any distinctive character because it consists of elements which are not distinctive combined in a customary
way and that the Court of First Instance has not misapplied Article 7(1)(b) of the regulation when carrying
out the relevant assessment. Furthermore, the contested judgment did not confuse the respective scopes of that
provision and that of Article 7(1)(c) of that regulation. Neither is it contradictory, since the Court of First
Instance was able to observe, without committing an error of law, that the term was not descriptive within the
meaning of Article 7(1)(c) and that it was not, by the same token, distinctive within the meaning of Article
7(1)(b).

Findings of the Court

23. First, the essential function of a trade mark is to guarantee the identity of the origin of the marked
product to the consumer or end-user by enabling him, without any possibility of confusion, to distinguish the
product or service from others which have another origin (see, in particular, Case 102/77 Hoffmann-La Roche
[1978] ECR 1139, paragraph 7, and Case C-299/99 Philips [2002] ECR I-5475, paragraph 30). Article 7(1)(b)
of the regulation is thus intended to preclude registration of trade marks which are devoid of distinctive
character which alone renders them capable of fulfilling that essential function.

24. Secondly, in order to determine whether a sign presents a characteristic such as to render it registrable as
a trade mark, it is appropriate to take the viewpoint of the relevant public. Where the goods or services with
which the registration application is concerned are intended for all consumers, the relevant public must be
deemed to be composed of the average consumer, reasonably well-informed and reasonably observant and
circumspect (see Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and Case
C-104/01 Libertel [2003] ECR I-3793, paragraph 46).

25. Thirdly, it is important to observe that each of the grounds for refusal to register listed in Article 7(1) of
the regulation is independent of the others and requires separate examination. Moreover, it is appropriate to
interpret those grounds for refusal in the light of the general interest which underlies each of them. The
general interest to be taken into consideration when examining each of those grounds for refusal may or even
must reflect different considerations according to the ground for refusal in question (Joined Cases C-456/01 P
and C457/01 P Henkel v OHIM [2004] ECR I-0000, paragraphs 45 and 46).

26. As regards the registration as trade marks of colours per se, not spatially delimited, the Court has already
ruled, in Libertel , paragraph 60, that the public interest underlying Article 3(1)(b) of the First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1), a provision which is identical to Article 7(1)(b) of the regulation, is aimed at the
need not to restrict unduly the availability of colours for the other operators who offer for sale goods or
services of the same type as those in respect of which registration is sought.

27. Furthermore, in view of the extent of the protection afforded to a trade mark by the regulation, the public
interest underlying Article 7(1)(b) of the regulation is, manifestly, indissociable from the essential function of
a trade mark, as observed in paragraph 23 above.

28. Finally, as regards a trade mark comprising words or a word and a digit, such as that which forms the
subject-matter of the dispute, the distinctiveness of each of those terms or elements, taken separately, may be
assessed, in part, but must, in any event, depend on an appraisal of the whole which they comprise. Indeed,
the mere fact that each of those elements, considered separately, is devoid of distinctive character does not
mean that their combination cannot present a distinctive
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character (see, by analogy, Case C-265/00 Campina Melkunie [2004] ECR I-0000, paragraphs 40 and 41, and
C-363/99 Koninklijke KPN Nederland [2004] ECR I-0000, paragraphs 99 and 100).

29. However, in the present case, the manner in which the Court of First Instance applied Article 7(1)(b) of
the regulation reflects a misinterpretation of that provision.

30. First, although it was correctly observed in paragraph 39 of the contested judgment that assessment of the
distinctive character of a compound trade mark calls for it to be considered as a whole, the Court of First
Instance did not, in fact, base its decision on such an examination.

31. It considered, first of all, in paragraph 41 of the contested judgment, that the Office had proved to the
requisite legal standard that the element SAT' is the usual abbreviation, in German and in English, for the
word satellite' and that, as an abbreviation, it did not depart from the lexical rules of those languages. In the
same paragraph of that judgment, the Court took the view, furthermore, that it designated a characteristic of
most of the services concerned which was likely to be taken into account by the relevant public when making
its choice, namely the fact that they have to do with broadcasting via satellite. On the basis of those findings,
which it is not for the Court of Justice to call in question in the context of an appeal other than where the
clear sense of the evidence is distorted, the Court of First Instance held that the element SAT' was devoid of
any distinctive character in relation to those services.

32. The Court of First Instance next pointed out, in paragraphs 46 and 47 respectively of the contested
judgment, by means of assessments which also do not fall within the purview of the Court of Justice in the
context of an appeal, provided that there is no distortion of the clear sense of the evidence, that the element 2'
and the element.' were or could be commonly used, in trade, for the presentation of the goods or services
concerned and that those elements were thus devoid of any distinctive character.

33. It concluded from those findings, in paragraph 49 of the contested judgment that the fact that a compound
trade mark [such as SAT.2] consists only of elements devoid of distinctive character generally justifie[d] the
conclusion that that trade mark, considered as a whole, is also capable of being commonly used, in trade, for
the presentation of the goods or services concerned'.

34. Finally, the Court of First Instance considered, in paragraphs 49 and 50 of the contested judgment, that
that conclusion would be invalidated only if concrete evidence, such as, for example, the unusual way in
which the various elements are combined, were to indicate that the compound trade mark was greater than the
sum of its parts. The Court of First Instance held that the term SAT.2' was not combined in an unusual
fashion and that the appellant's argument that the trade mark applied for, considered as a whole, has an
element of imaginativeness, [was] irrelevant'.

35. It is clear from paragraphs 31 to 34 of the present judgment that the Court of First Instance assessed
whether the term SAT.2' had a distinctive character essentially by means of a separate analysis of each of its
elements. To that end, it based itself on the presumption that elements individually devoid of distinctive
character cannot, on being combined, present such a character instead of, as it should have done, on the
overall perception of that word by the average consumer. It examined the impression as a whole produced by
the term only secondarily, refusing to give any relevance to aspects such as the existence of an element of
imaginativeness, which ought to be taken into account in such an analysis.

36. Secondly, the contested judgment relies on a criterion according to which trade marks which are capable
of being commonly used, in trade, for the presentation of the goods or services in question may not be
registered. That criterion is relevant in the context of Article 7(1)(c) of the regulation but it is not the
yardstick against which Article 7(1)(b) thereof should be judged. By considering, in particular, at paragraph 36
of the contested judgment, that the later provisions pursued an aim
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which is in the public interest, which requires that the signs they refer to may be freely used by all, the Court
of First Instance deviated from taking into account the public-interest criterion referred to in paragraphs 25 to
27 of the present judgment.

37. In those circumstances, the appellant is justified in arguing that the contested judgment is vitiated by an
error of law in its interpretation of Article 7(1)(b) of the regulation.

38. It follows from the foregoing, without there being any need to examine the other ground of appeal
alleging disregard for the principle of equal treatment, that the contested judgment must be set aside insofar as
the Court of First Instance held that the Second Board of Appeal of the OHIM had not infringed Article
7(1)(b) of the regulation in refusing, by the contested decision, to register as a Community trade mark the
term SAT.2' in respect of services which, in the registration application, are connected with satellite
broadcasting, that is to say the categories mentioned in paragraph 3 of the contested judgment to which the
Court of First Instance does not refer in paragraph 42 thereof.

39. According to the second sentence of the first paragraph of Article 61 of the Statute of the Court of
Justice, the latter may, where the decision of the Court of First Instance is quashed, itself give final judgment
in the matter, where the state of the proceedings so permits. That is the case here.

40. Although the way in which the term SAT.2' is made up is not unusual, in particular as regards the
perception which the average consumer may have of services falling within the communications industry, and
the juxtaposition of a verbal element such as SAT' with a digit such as 2', separated by a.' does not reflect a
particularly high degree of inventiveness, those facts are not sufficient to establish that such a word is devoid
of distinctive character within the meaning of Article 7(1)(b) of the regulation.

41. Registration of a sign as a trade mark is not subject to a finding of a specific level of linguistic or artistic
creativity or imaginativeness on the part of the proprietor of the trade mark. It suffices that the trade mark
should enable the relevant public to identify the origin of the goods or services protected thereby and to
distinguish them from those of other undertakings.

42. Where a trade mark which does not fall foul of the ground of refusal laid down in Article 7(1)(c) of the
regulation is none the less devoid of distinctive character within the meaning of Article 7(1)(b) thereof, the
Office must also set out the reasons why it considers that that trade mark is devoid of distinctive character.

43. However, in this case, the Office merely stated in the contested decision that the elements SAT' and 2'
were descriptive and in current usage in the sector of media-related services, without stating in what way the
term SAT.2', taken as a whole, was not capable of distinguishing the services of the appellant from those of
other undertakings.

44. The frequent use of trade marks consisting of a word and a number in the telecommunications sector
indicates that that type of combination cannot be considered to be devoid, in principle, of distinctive character.

45. Moreover, as the appellant has stated, the Office did not rely on that ground for refusal to register laid
down in Article 7(1)(b) of the regulation against applications to register trade marks comparable in their
structure to the term SAT.2', namely by their use of the element SAT'.

46. The fact that the element associated with SAT' is in this case the digit 2' and a point, rather than another
verbal element has, contrary to the Office's contention, no bearing on that analysis. Furthermore, the Office
did not, at any stage in the proceedings, give as a reason for the difference in the treatment afforded to the
appellant's application the likelihood of confusion between the
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sign which the latter sought to register and any previously registered trade mark.

47. It follows from all the foregoing considerations that the grounds on which the Second Board of Appeal of
the OHIM considered that the term SAT.2' is devoid of character within the meaning of Article 7(1)(b) of the
regulation are unfounded.

48. In those circumstances, the contested decision must be annulled insofar as the Second Board of Appeal of
the OHIM rejected, on the basis of Article 7(1)(b) of the regulation the application to register the term SAT.2'
as a Community trade mark. Since the Court of First Instance has already held, in the contested judgment,
that the contested decision could not be based on Article 7(1)(c) of that provision and, secondly, that the
Second Board of Appeal of the OHIM had, in the aforementioned decision, failed to rule in the appeal
brought before it so far as concerns the services falling within Class 35, the contested decision must be
annulled as a whole.
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Judgment of the Court (Second Chamber)
of 7 October 2004

Mag Instrument Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Appeal - Community trade mark - Article 7(1)(b) of Regulation (EC) No 40/94 - Three-dimensional

torch shapes - Absolute ground for refusal - Distinctive character. Case C-136/02 P.

In Case C-136/02 P,

APPEAL under Article 49 of the EC Statute of the Court of Justice,

lodged at the Court on

8 April 2002

,

Mag Instrument Inc., established in Ontario, California (United States of America), represented initially by A.
Nette, G. Rahn, W. von der Osten-Sacken and H. Stratmann, and subsequently by W. von der Osten-Sacken,
U. Hocke and A. Spranger, Rechtsanwälte,

appellant,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by D. Schennen,
acting as Agent,

defendant at first instance,

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the Chamber, C. Gulmann, J.P. Puissochet, J.N. Cunha
Rodrigues and F. Macken (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: L. Hewlett, Principal Administrator,

having regard to the written procedure and further to the hearing on

5 February 2004,

after hearing the Opinion of the Advocate General at the sitting on

16 March 2004,

gives the following

Judgment

Costs

90. Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of Article
118 of those Rules, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party's pleadings. Since the Office has applied for costs against the appellant, and the latter's
appeal has been unsuccessful, it must be ordered to pay the costs.

On those grounds, the Court (Second Chamber) hereby:

1. Dismisses the appeal;

2. Orders Mag Instrument Inc. to pay the costs.
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1. By its appeal, Mag Instrument Inc. requests the Court to set aside the judgment of the Court of First
Instance of 7 February 2002 in Case T-88/00 Mag Instrument v OHIM (Torch shapes) [2002] ECR II-467 (the
contested judgment'), in which the Court of First Instance dismissed its application for the annulment of the
decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (the Office') of 14 February 2000 (Cases R 237/1999-2 to R 41/1999-2), refusing registration of
five three-dimensional marks consisting of torch shapes (the disputed decision').

Legal framework

2. Article 7 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), headed Absolute grounds for refusal', states:

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

Background

3. On 29 March 1996, the appellant filed five applications for three-dimensional Community trade marks
under Regulation No 40/94 at the Office.

4. The three-dimensional marks in respect of which registration was sought are five shapes of torches,
reproduced below, which are marketed by the appellant.

>image>0

>image>1

3 C-Cell Mag-Lite' 3 D-Cell Mag-Lite'

>image>2

>image>3

Mag Charger' Mini Maglite'

>image>4

Solitaire'

5. The goods in respect of which registration was sought are in Classes 9 and 11 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions: Accessories for
apparatus for lighting, in particular for flashlights (torches)' and Apparatus for lighting, in particular flashlights
(torches), including parts and accessories for the above-named goods'.

6. By three decisions of 11 March 1999 and two decisions of 15 March 1999, the Office's examiner refused
those applications on the ground that the marks applied for were devoid of any distinctive character.

7. By the disputed decision, the Second Board of Appeal of the Office confirmed the examiner's
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decisions.

8. In that decision the Board of Appeal, after referring to the terms of Article 4 of Regulation No 40/94, held
that, in the absence of use, and in order for the shape of goods alone to be capable of constituting a
distinctive indication of the origin of the goods, the shape must display features sufficiently different from the
usual shape of the goods for a potential purchaser to perceive it primarily as an indication of the origin of the
goods and not as a representation of the goods themselves. The Board of Appeal further held that, if a shape
is not sufficiently different from the usual shape of the goods, and potential purchasers do not therefore
perceive it to represent the goods, then it is descriptive and falls within the scope of Article 7(1)(c), as would
a word consisting simply of the name of the goods. In the Board of Appeal's view, the essential question is
whether the representation of any of the marks in question would immediately convey to the average
purchaser of torches that the torch comes from a particular source, or whether the representation simply
indicates that it is a torch. The Board of Appeal added that it does not necessarily follow from the fact that
the applicant's goods are attractively designed that they are inherently distinctive. Nor did the Board of Appeal
consider it to follow from the fact that a sign is to be refused registration under Article 7(1)(b) of Regulation
No 40/94 if it is devoid of any distinctive character that a mark with the merest trace of distinctive character
must be registered. It considered that the very essence of Regulation No 40/94 entails that the degree of
distinctiveness required must be such as to enable the mark to function as an indication of origin. The Board
of Appeal concluded that, notwithstanding the many appealing attributes each shape possesses, none is
inherently distinctive to the average purchaser of a torch.

Procedure before the Court of First Instance and the contested judgment

9. The appellant brought proceedings before the Court of First Instance for the annulment of the disputed
decision on the ground that the marks in question were not devoid of any distinctive character.

10. It based some of its arguments on a number of documents produced by it, which are referred to in
paragraphs 18, 19, 21 and 22 of the contested judgment and which aimed to demonstrate that the marks in
question are not devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation No
40/94. It produced, first of all, an expert's report from Professor Stefan Lengyel on the originality, creativity
and distinctiveness of the torch shapes in question', which seeks to demonstrate that each of those shapes
possesses a distinctive character. Next, it argued that the shape of the torches for which registration is sought
is internationally recognised as distinctive, as is demonstrated by numerous references to those torches in
various books, by the fact that they are on display in several museums and by the fact that they have won
international awards. Lastly, it submitted that the capacity of the marks in question to indicate the origin of
the goods was evidenced by the fact that consumers sent counterfeits of the applicant's originals to it for
repair, even though they did not carry the Mag Lite' name, and that the counterfeiters often advertised their
goods using the original design of the Mag Lite torch.

11. The Office essentially argued that the shapes in question are to be regarded as common and thus incapable
of performing a trade mark's function as an indication of origin.

12. The Court of First Instance held that the Second Board of Appeal of the Office had been right to
conclude that the three-dimensional marks in question were devoid of any distinctive character, for the
following reasons:

28 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character are not to be registered.

29 A mark has distinctive character if it is capable of distinguishing the goods or services in respect of which
registration is applied for according to their origin.
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30 A mark's distinctiveness must be assessed, firstly, by reference to those goods and services and, secondly,
by reference to the way in which the mark is perceived by a targeted public, which is constituted by the
consumers of the goods or services.

...

32 It must further be observed that Article 7(1)(b) of Regulation No 40/94, under which marks which are
devoid of any distinctive character are to be refused registration, draws no distinction between different
categories of mark. Accordingly, it is not appropriate to apply more stringent criteria or impose stricter
requirements when assessing the distinctiveness of three-dimensional marks comprising the shape of the goods
themselves, such as those sought in the present case, than are applied or imposed in the case of other
categories of mark.

33 However, in order to assess a mark's distinctiveness, it is necessary to take account of all relevant elements
linked to the specific circumstances of the case. One such element is the fact that it cannot be excluded that
the nature of the mark in respect of which registration is sought might influence the perception which the
targeted public will have of the mark.

34 Under Article 7(1)(b) of Regulation No 40/94, moreover, it is sufficient, in order to defeat the absolute
ground for refusal, to demonstrate that the mark possesses a minimum degree of distinctiveness. It is therefore
necessary to determine - in the context of an a priori examination and without reference to any actual use of
the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the claimed mark will enable
the targeted public to distinguish the marked goods or services from those of other undertakings when they
come to make a purchasing choice.

35 In assessing a mark's distinctiveness, regard must be had to the presumed expectations of an average
consumer who is reasonably well informed and reasonably observant and circumspect (Cases C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and T-359/99 DKV v OHIM (Eurohealth) [2001] ECR
II-1645, paragraph 27). The goods whose shape it has been sought to register as a mark - the present case
involves five shapes of torch - are goods for general consumption, and the targeted public must therefore be
considered to comprise all consumers.

36 For the purposes of determining whether the five torch shapes in respect of which trade mark registration
is sought are capable of acting on the memory of the average consumer as indications of origin, that is to say,
in such a way as to differentiate the goods and link them to a particular commercial source, it should first be
noted that it is a feature of the shapes that they are cylindrical. A cylinder is a common shape for a torch. In
four of the applications filed, the torches' cylindrical shape opens out at the end where the bulb is, while the
torch in the fifth application does not, being cylindrical all the way down. The marks in all the applications
correspond to shapes commonly used by other torch manufacturers on the market. Rather than enabling the
product to be differentiated and linked to a specific commercial source, therefore, the effect of the marks
claimed is to give the consumer an indication as to the nature of the product.

37 Next, as regards the features relied on by the applicant in support of its contention that the shapes claimed
as marks are inherently capable of distinguishing its goods from those of its competitors, such as their
aesthetic qualities and their unusually original design, it is to be observed that such shapes appear, as a result
of those features, as variants of a common torch shape rather than as shapes capable of differentiating the
goods and indicating, on their own, a given commercial origin. The average consumer is accustomed to seeing
shapes similar to those at issue here, in a wide variety of designs. The shapes in respect of which registration
has been applied for are not distinguishable from the shapes of the same type of goods commonly found in
the trade. It is therefore wrong to claim, as the applicant does, that the special features of the torch shapes in
question such as, inter alia, their attractiveness, draw the average consumer's attention to the
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goods' commercial origin.

...

39 The possibility that the average consumer might have become accustomed to recognising the applicant's
goods by reference to their shape alone cannot render the absolute ground for refusal in Article 7(1)(b) of
Regulation No 40/94 inapplicable in this case. If that is how the marks claimed are perceived, that is
something that can only be taken into account in the context of the application of Article 7(3) of the
regulation, a provision not invoked by the applicant at any point in the proceedings. All the factors relied on
by the applicant - referred to at paragraphs 17 to 19, 21 and 22 above - in order to demonstrate the
distinctiveness of the marks claimed relate to the possibility of the torches in question having acquired
distinctiveness following the use made of them, and cannot therefore be regarded as relevant for the purposes
of assessing their inherent distinctiveness under Article 7(1)(b) of Regulation No 40/94.

40 In the light of the foregoing considerations, the three-dimensional marks applied for in the present case, as
perceived by an average consumer who is reasonably well informed and reasonably observant and circumspect,
are therefore not capable of differentiating the goods or of distinguishing them from those of a different
commercial origin.

...'

13. The Court of First Instance accordingly dismissed the action brought by the appellant and ordered it to
pay the costs.

The appeal

14. The appellant advances seven grounds of appeal and claims that the Court of Justice should:

- set aside the contested judgment and hold that there are no absolute grounds for refusal within the meaning
of Article 7 of Regulation No 40/94 which preclude the marks in question being registered;

- annul the disputed decision;

- order the Office to pay the costs.

15. The Office requests the Court to dismiss the appeal and to order the appellant to pay the costs.

The first ground of appeal

Arguments of the parties

16. By its first ground of appeal, the appellant claims that, in assessing the distinctiveness of the marks in
question, the Court of First Instance failed to consider, as it was required to do, the overall impression given
by each of them, but, at paragraph 36 of the contested judgment, adopted the wrong approach by separating
the marks into their component parts, holding that it is a feature of the shapes that they are cylindrical' and
that, in four of them, the torches' cylindrical shape opens out where the bulb is'. The Court of First Instance
thereby contravened Article 7(1)(b) of Regulation No 40/94.

17. The appellant, which has provided an extremely detailed description of the characteristics of the torches in
question, argues that, if the Court of First Instance had considered the visual and aesthetic aspects which are
specific to each of them when seen from an overall perspective, it would have been bound to hold that the
marks in question are not devoid of any distinctive character.

18. The Office claims that it is, on the contrary, the appellant which, by its detailed descriptions of the
torches, adopts the wrong approach by separating the shape into its component parts.
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Findings of the Court

19. The distinctive character of a trade mark within the meaning of Article 7(1)(b) of Regulation No 40/94
must be assessed by reference, first, to the goods or services in respect of which registration is sought and,
secondly, to the perception of the relevant public. That means the presumed expectations of an average
consumer who is reasonably well informed and reasonably observant and circumspect (see, to that effect, in
relation to Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), which is identical to Article 7(1)(b)
of Regulation No 40/94, Case C-218/01 Henkel [2004] ECR I-0000, paragraph 50 and the case-law cited
there; see also Joined Cases C-456/01 P and C-457/01 P Henkel v OHIM [2004] ECR I-0000, paragraph 35
and the case-law cited there).

20. As the Court has consistently held, the average consumer normally perceives a mark as a whole and does
not proceed to analyse its various details. Thus, in order to assess whether or not a trade mark has any
distinctive character, the overall impression given by it must be considered (see, in relation to a word mark,
Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 24, and, in relation to a three-dimensional
mark constituted by the shape of the goods themselves, Joined Cases C-468/01 P to C-472/01 P Procter
&amp; Gamble v OHIM [2004] ECR I-0000, paragraph 44).

21. The findings of the Court of First Instance at paragraphs 36 and 37 of the contested judgment do not seek
to separate each of the marks in question into their component parts, but, on the contrary, to consider the
overall impression given by the mark concerned. The appellant's objection that the Court of First Instance
failed to assess the distinctiveness of each mark, seen as a whole, is thus not well founded.

22. The first ground of appeal must accordingly be rejected as unfounded.

The sixth ground of appeal

Arguments of the parties

23. By its sixth ground of appeal, the appellant claims that the Court of First Instance contravened Article
7(1)(b) of Regulation No 40/94 by applying criteria which are irrelevant to that regulation and are unduly
strict as regards the assessment of the distinctiveness of the marks in question.

24. According to the appellant, as with word marks (Case C-383/99 Procter &amp; Gamble v OHIM
(Baby-dry') [2001] ECR I-6251, paragraph 40), any perceptible difference in relation to goods in common use
is sufficient to mean that the three-dimensional mark constituted by the shape of the goods for which
registration is sought is not devoid of any distinctive character.

25. In those circumstances, since the Court of First Instance held at paragraph 37 of the contested judgment
that the shapes in question appear as variants of a common torch shape', it ought to have held that the marks
in question were not devoid of any distinctive character, as variants necessarily imply that the shape has been
changed.

26. The Office accepts that it is not appropriate to apply more stringent criteria when assessing the
distinctiveness of three-dimensional marks than in the case of other categories of mark. However, the Court of
First Instance rightly pointed out at paragraph 33 of the contested judgment that the nature of the mark in
respect of which registration is sought may influence the perception which the targeted public will have of the
mark.

27. Consumers do not normally make any precise connection between the three-dimensional shape of a
product and that product's particular origin, but restrict themselves to perceiving that shape as having technical
or aesthetic advantages, or even do not attach any special meaning to it at all. For consumers to perceive the
actual shape of the product as a means of identifying its origin,
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it is not sufficient for it to differ in some way from all the other shapes of goods which are available on the
market, but it must also have some striking feature' which attracts attention. For that reason, the shape of a
product is, on any basis, devoid of a distinctive character where it is common to goods in the sector
concerned and similar in kind to the usual shapes of those goods.

28. The Office is of the view that the Court of First Instance correctly applied the criteria referred to above to
the marks which the appellant had sought to register.

Findings of the Court

29. For a trade mark to possess distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94, it must serve to identify the goods or services in respect of which registration is applied for as
originating from a particular undertaking, and thus to distinguish the goods or services from those of other
undertakings (see Henkel v OHIM , paragaph 34 and the case-law cited there).

30. The criteria for assessing the distinctive character of three-dimensional marks consisting of the shape of
the product itself are no different from those applicable to other categories of trade mark. None the less, for
the purpose of applying those criteria, the relevant public's perception is not necessarily the same in the case
of a three-dimensional mark consisting of the shape of the product itself as it is in the case of a word or
figurative mark consisting of a sign which is independent from the appearance of the products it denotes.
Average consumers are not in the habit of making assumptions about the origin of products on the basis of
their shape or the shape of their packaging in the absence of any graphic or word element and it could
therefore prove more difficult to establish distinctiveness in relation to such a three-dimensional mark than in
relation to a word or figurative mark (see Henkel v OHIM , paragraph 38 and the case-law cited there).

31. In those circumstances, the more closely the shape for which registration is sought resembles the shape
most likely to be taken by the product in question, the greater the likelihood of the shape being devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94. Only a mark which departs
significantly from the norm or customs of the sector and thereby fulfils its essential function of indicating
origin, is not devoid of any distinctive character for the purposes of that provision (see, to that effect, Henkel
v OHIM , paragraph 39 and the case-law cited there).

32. Therefore, contrary to what the appellant submits, where a three-dimensional mark is constituted by the
shape of the product for which registration is sought, the mere fact that that shape is a variant' of a common
shape of that type of product is not sufficient to establish that the mark is not devoid of any distinctive
character for the purposes of Article 7(1)(b) of Regulation No 40/94. It must always be determined whether
such a mark permits the average consumer of that product, who is reasonably well informed and reasonably
observant and circumspect, to distinguish the product concerned from those of other undertakings without
conducting an analytical examination and without paying particular attention.

33. The appellant has thus failed to establish that the Court of First Instance applied irrelevant and unduly
strict criteria in deciding that the three-dimensional marks in question are devoid of any distinctive character.

34. The sixth ground of appeal must accordingly be rejected as unfounded.

The seventh ground of appeal

Arguments of the parties

35. By its seventh ground of appeal, the appellant submits that the Court of First Instance contravened Article
7(1)(b) of Regulation No 40/94 by relying, at paragraph 37 of the contested judgment, on the statement that
the average consumer is accustomed to seeing shapes similar to those at issue
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here, in a wide variety of designs', so as to hold that the marks in question were devoid of any distinctive
character.

36. According to the appellant, even if that statement were correct, two opposing conclusions may be drawn
from it as to the perception of marks by consumers. Either, consumers may fail to recognise the shape as an
indication of origin, because they are, generally speaking, accustomed to seeing those shapes'. But, according
to the appellant, that conclusion must be rejected, as, by incorporating in Regulation No 40/94 a category of
marks constituted by the shape of the product, the Community legislature took the view that the shape of the
product is an indication of its origin. Alternatively, the wide variety of designs in fact leads consumers to
notice the shape of products and accordingly the variations which may arise in the design of products of
different origins. According to the appellant, it is the latter conclusion which is correct, as it is clear that
consumers do recognise shapes. The reasoning of the Court of First Instance at paragraph 37 of the contested
judgment is thus inherently contradictory.

Findings of the Court

37. First, it does not follow in any way from paragraph 37 of the contested judgment that the Court of First
Instance took the view that consumers will, as a matter of principle, fail to recognise the shape of goods as an
indication of their origin.

38. Secondly, as regards the appellant's argument that the wide variety of designs in fact leads consumers to
notice the shape of the goods and thus the variations that may arise in the design of goods of different
origins, that argument seeks in reality to have this Court substitute its own appraisal of the facts for that of
the Court of First Instance set out at paragraph 37 of the contested judgment.

39. As is clear from Article 225 EC and the first paragraph of Article 58 of the Statute of the Court of
Justice, an appeal lies on a point of law only. The Court of First Instance thus has exclusive jurisdiction to
find and appraise the relevant facts and to assess the evidence. The appraisal of those facts and the assessment
of that evidence thus does not, save where they distort the evidence, constitute a point of law which is
subject, as such, to review by the Court of Justice on appeal (see, to that effect, DKV v OHIM , paragraph
22, and Case C-194/99 P Thyssen Stahl v Commission [2003] ECR I-10821, paragraph 20).

40. As distortion by the Court of First Instance of the facts or evidence put before it has not been alleged in
this ground of appeal, the latter must be rejected as inadmissible.

The fourth ground of appeal

Arguments of the parties

41. By its fourth ground of appeal, the appellant submits that the Court of First Instance contravened Article
7(1)(b) of Regulation No 40/94 in failing to take account, when assessing the distinctive character of the
marks in question, of the way in which consumers actually perceive them.

42. According to the appellant, as the Court of First Instance itself stated at paragraph 33 of the contested
judgment, in order to assess a mark's distinctiveness, it is necessary to take account of all relevant elements
linked to the specific circumstances of the case. However, in a manner which was blatantly inconsistent with
that statement, the Court of First Instance wrongly restricted itself, at paragraphs 34 and 39 of the contested
judgment, to an a priori assessment, without any reference to the use of the mark, by failing to have regard to
the evidence relating to the perception by the public of the marks in question following their use.

43. There are purely legal considerations which justify taking into account the actual perception which the
public has of a mark in order to assess its distinctiveness ab initio. First of all,

© An extract from a JUSTIS database



62002J0136 European Court reports 2004 Page I-09165 9

according to the seventh recital in the preamble to Regulation No 40/94, the function of the protection
afforded by a Community trade mark is to guarantee the trade mark as an indication of origin; the only way
in which it can be established with certainty whether the role of the mark as an indication of origin is
guaranteed is to rely on the actual perception of the mark by the relevant public. Next, it follows from the
wording itself of Article 7 of Regulation No 40/94 - and particularly from the use of the words in trade' in
Article 7(1)(c) and the public' in Article 7(1)(g) - that each of the absolute grounds for refusal referred to in
Article 7(1) must be considered in the light of the opinion of the relevant public. Lastly, that interpretation
has been confirmed on a number of occasions by the Court of Justice (Baby-dry , paragraph 42) and by the
Court of First Instance (Case T-135/99 Taurus-Film v OHIM (Cine Action) [2001] ECR II379, paragraph 27,
and Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 24),
and it is also the interpretation which has been adopted by the German courts.

44. The Office is of the opinion that the Court of First Instance was right to assess the distinctiveness of the
marks in question, registration of which was applied for under Article 7(1)(b) of Regulation No 40/94, in the
context of an a priori consideration and without reference to any actual use made of the sign. Article 7(3) of
Regulation No 40/94, which relates to distinctiveness in consequence of use, would be rendered redundant if
an assessment of the distinctiveness of a mark ab initio required that factors linked to its use be brought into
account.

45. It is not disputed that the appellant has not invoked the use made of its mark for the purpose of Article
7(3) of Regulation No 40/94. The Court of First Instance was accordingly right to consider the distinctiveness
of the marks in question from the point of view of a consumer who is accustomed to the shapes of torches
that are on the market and is faced for the first time with the torches in question.

Findings of the Court

46. As was noted at paragraph 29 of this judgment, for a trade mark to possess distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94, it must serve to identify the goods or services in respect
of which registration is applied for as originating from a particular undertaking, and thus to distinguish the
goods or services from those of other undertakings.

47. If a mark does not ab initio have distinctive character within the meaning of Article 7(1)(b) of Regulation
No 40/94, Article 7(3) provides that it may acquire such character in relation to the goods or services claimed
in consequence of the use which has been made of it. That distinctive character may be acquired, inter alia,
after the normal process of familiarising the relevant public has taken place (see Case C-104/01 Libertel
[2003] ECR I-3793, paragraph 67).

48. In order to assess whether or not a mark is devoid of any distinctive character within the meaning of
Article 7(1)(b) of Regulation No 40/94, the Office, or, where a challenge is brought, the Court of First
Instance, must have regard to all the relevant facts and circumstances (see, in relation to Article 3(1)(b) of
Directive 89/104, Case C-363/99 Koninklijke KPN Nederland [2004] ECR I-0000, paragraph 35).

49. In that regard, even if, as was pointed out at paragraph 19 of this judgment, that assessment must be
carried out in relation to the presumed expectations of an average consumer of the goods or services in
respect of which registration is sought, who is reasonably well informed and reasonably observant and
circumspect, the possibility remains that evidence based on the actual perception of the mark by consumers
may, in certain cases, provide guidance to the Office or, where a challenge is brought, the Court of First
Instance.

50. However, in order to contribute to the assessment of the distinctiveness of a mark for the purposes of
Article 7(1)(b) of Regulation No 40/94, that evidence must show that consumers did
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not need to become accustomed to the mark through the use made of it, but that it immediately enabled them
to distinguish the goods or services bearing the mark from the goods or services of competing undertakings.
As the Office rightly argues, Article 7(3) of Regulation No 40/94 would be redundant if a mark fell to be
registered in accordance with Article 7(1)(b) by reason of its having become distinctive in consequence of the
use made of it.

51. The evidence relating to the actual perception of the marks in question by consumers which the appellant
has produced is summarised at paragraphs 21 and 22 of the contested judgment. It seeks to demonstrate that
consumers were of the opinion that copies of the torches marketed by the appellant originated with it and that
competitors recommended their products by saying that they were of the same design as the appellant's
torches.

52. Contrary to what is submitted by the appellant, the Court of First Instance did not refuse in any way to
consider that evidence.

53. First, in stating at paragraph 34 of the contested judgment that it is necessary to determine whether the
marks in question would enable the targeted public to distinguish the goods or services bearing the mark from
those of other undertakings in the context of an a priori examination and without reference to any actual use
of the sign within the meaning of Article 7(3) of Regulation No 40/94', the Court of First Instance merely
stated that it would not determine whether the marks in question had succeeded in becoming distinctive within
the meaning of that provision, thereby giving effect to the fact that the appellant had not invoked it at any
point in the proceedings.

54. Secondly, paragraph 39 of the contested judgment shows that the Court of First Instance considered the
evidence summarised at paragraphs 21 and 22 of the contested judgment, but rejected it as not permitting the
distinctive character of the marks in question to be established for the purposes of Article 7(1)(b) of
Regulation No 40/94.

55. In that regard, it must be held that that evidence relates to the perception of the marks in question by
consumers at a time when the torches in question had already been on the market for many years and when
consumers were thus accustomed to their shape. Moreover, the appellant has itself accepted in its application
that that evidence could also relate to the fact that the relevant public has associated the shape of the torches
with the appellant... by reason in particular of their use in trade'.

56. In those circumstances, the Court of First Instance was entitled, at paragraph 39 of the contested
judgment, to hold, without distorting the evidence summarised at paragraphs 21 and 22 of the contested
judgment, that that evidence failed to show that the marks in question had distinctive character within the
meaning of Article 7(1)(b) of Regulation No 40/94, and that it was only capable of establishing that those
marks could become distinctive in consequence of the use made of them for the purposes of Article 7(3) of
that regulation.

57. The fourth ground of appeal must accordingly be rejected as unfounded.

The second ground of appeal

Arguments of the parties

58. By its second ground of appeal, the appellant argues that, at paragraph 39 of the contested judgment, the
Court of First Instance distorted the evidence referred to at paragraphs 18, 19, 21 and 22 of the contested
judgment which the appellant produced in support of its application, by holding, quite illogically, that the
evidence related only to distinctiveness acquired through use for the purposes of Article 7(3) of Regulation No
40/94, with the result that the Court of First Instance left it out of account.

59. According to the appellant, that evidence relates wholly or mainly to the distinctive character,
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within the meaning of Article 7(1)(b) of Regulation No 40/94, ab initio of the marks in question.

60. The Office argues that the Court of First Instance summarised, at paragraphs 18, 19, 21 and 22 of the
contested judgment, all the evidence relied on by the appellant, and subsequently, at paragraph 39 of the
contested judgment, considered the significance of that evidence in relation to the substance of the case.
According to the Office, the Court of First Instance rightly, and without infringing the general rules of logic,
held that the facts relied on by the appellant might have had a role to play as part of an analysis based on
Article 7(3) of Regulation No 40/94, but not on the basis of Article 7(1)(b) of that regulation.

Findings of the Court

61. As regards, first, the evidence summarised at paragraphs 21 and 22 of the contested judgment, the Court
of First Instance could, for the reasons given at paragraphs 55 and 56 of this judgment, hold, without
distorting that evidence, that it was only capable of establishing that the marks in question might have become
distinctive in consequence of the use which had been made of them.

62. As regards, secondly, the evidence summarised at paragraphs 18 and 19 of the contested judgment, that
evidence seeks to establish that, in view of the functional and aesthetic qualities of the shapes of the torches
in question and their atypical design, they possess distinctive character.

63. Contrary to what the appellant claims, the Court of First Instance did not refuse to take that evidence into
account in any way.

64. Paragraph 37 of the contested judgment makes it clear that the Court of First Instance considered the
appellant's arguments based on the aesthetic qualities and the design of the torches in question, but that the
result of its analysis was that it took the view that those characteristics were not sufficient to confer on the
marks in question distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94.

65. Moreover, at paragraph 39 of the contested judgment, the Court of First Instance merely noted that the
evidence intended to show the excellence of the design of those torches and their aesthetic and functional
qualities did not show that the marks in question possessed distinctive character ab initio , but was capable
only of demonstrating that they might become distinctive in consequence of the use made of them.

66. Contrary to what the appellant submits, the Court of First Instance did not distort that evidence in any
way.

67. As regards the expert evidence produced by the appellant, the Court of First Instance was not bound to
agree with the expert's opinion and was entitled to undertake its own appraisal of the distinctiveness of the
marks in question.

68. Similarly, as regards the recognition which, according to the appellant, the design of the torches in
question enjoys internationally, it must be held that the fact that goods benefit from a high quality of design
does not necessarily mean that a mark consisting of the three-dimensional shape of those goods enables ab
initio those goods to be distinguished from those of other undertakings for the purposes of Article 7(1)(b) of
Regulation No 40/94.

69. In those circumstances, the second ground of appeal must be rejected as unfounded.

The third ground of appeal

Arguments of the parties

70. By its third ground of appeal, the appellant claims that the Court of First Instance infringed its right to be
heard under the combined provisions of Article 6(2) EU, Article 6 of the European
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Convention on the Protection of Human Rights and Fundamental Freedoms and the first indent of Article
41(2) of the Charter of fundamental rights of the European Union proclaimed in Nice on 7 December 2000
(OJ 2000 C 364, p. 1).

71. First, the Court of First Instance was wrong to dismiss the evidence already referred to in relation to the
second ground of appeal. The appellant criticises the Court of First Instance for rejecting its proposal that the
author of the expert's report be heard as an expert witness'.

72. Secondly, the Court of First Instance failed to have regard to the evidence produced by the appellant
which, according to it, shows both that other manufacturers use a very wide variety of torch shapes and also
that the marks in question can clearly be distinguished from all those shapes. The Court of First Instance held,
without having any reason for doing so, that the shape of the torches in question was commonly used by
other manufacturers.

73. The Office argues that, by its third ground of appeal, the appellant is truly seeking to challenge the
appraisal of the facts carried out by the Court of First Instance.

74. As regards the fact that the Court of First Instance did not wish to hear the author of the expert's report
produced by the appellant, that decision did not amount to a breach of the rules of procedure, as it is for that
Court alone to decide whether a hearing of a witness or expert evidence are necessary.

Findings of the Court

75. First, in so far as it criticises the Court of First Instance for failing to take into account the evidence
summarised at paragraphs 18, 19, 21 and 22 of the contested judgment, the third ground of appeal is
indissociable from the second ground and must therefore be rejected for the same reasons.

76. Next, as regards the criticism of the Court of First Instance for not wishing to hear the author of the
expert's report produced by the appellant, as the latter proposed, it must be pointed out that the Court of First
Instance is the sole judge of any need for the information available to it concerning the cases before it to be
supplemented. Whether or not the evidence before it is sufficient is a matter to be appraised by it alone and,
as already noted at paragraph 39 of this judgment, is not subject to review by the Court of Justice on appeal,
except where the clear sense of that evidence has been distorted or the substantive inaccuracy of the Court of
First Instance's findings is apparent from the documents in the case-file (Case C315/99 P Ismeri Europa v
Court of Auditors [2001] ECR I-5281, paragraph 19, and Joined Cases C-24/01 P and C-25/01 P Glencore
and Compagnie Continentale v Commission [2002] ECR I-10119, paragraphs 77 and 78).

77. In the present case, the Court of First Instance was entitled, after having considered the whole of the facts
and evidence before it, to hold that the hearing as a witness of the author of an expert's report already
produced in the proceedings was not necessary for the purposes of its appraisal of the distinctive character of
the marks in question, within the meaning of Article 7(1)(b) of Regulation No 40/94. The Court of First
Instance accordingly did not infringe the right of the appellant to be heard by failing to order that the expert
be led as a witness.

78. Lastly, inasmuch as the appellant criticises the Court of First Instance for failing to take account of the
other evidence produced by it which, it claims, shows both that other manufacturers use a very wide variety
of torch shapes and that the marks in question can clearly be distinguished from all those shapes, the third
ground of appeal challenges in effect an appraisal of the facts. Accordingly, for the reason given in paragraph
39 of this judgment, and in the absence of any evidence of distortion of the facts or evidence, that ground of
appeal is manifestly inadmissible in an appeal.

79. The third ground of appeal must accordingly be rejected as being partly unfounded and partly
inadmissible.
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The fifth ground of appeal

Arguments of the parties

80. By its fifth ground of appeal, the appellant argues that the Court of Fist Instance contravened Article
7(1)(b) of Regulation No 40/94 by basing its reasoning only on general propositions which are unsupported by
any evidence, so as to hold that the marks which are the subject of the application for registration are devoid
of any distinctive character.

81. According to the appellant, the Court of First Instance held at paragraphs 33, 36 and 37 of the contested
judgment that the shapes in question are common and that the average consumer is accustomed to them, that
those shapes are commonly found in trade and that the nature of the marks might influence the perception
which the targeted public will have of them, without basing those findings on any factual evidence.

82. The Office claims that, as regards the question which torches should be considered to be common or
coming naturally to mind, adequate findings had already been made by the Second Board of Appeal,
particularly in the light of the series of representations of other shapes of torch produced by the appellant. It
adds that, as the members of the Court of First Instance are themselves consumers for whom torches are
familiar objects, they were in a position to assess on the basis of their own knowledge which shapes of torch
are normal' and common.

Findings of the Court

83. First, as was pointed out at paragraph 30 of this judgment, average consumers are not in the habit of
making assumptions about the origin of products on the basis of their shape or the shape of their packaging in
the absence of any graphic or word element, and it could therefore prove more difficult to establish
distinctiveness in relation to such a three-dimensional mark than in relation to a word or figurative mark.

84. The Court of First Instance was accordingly right to point out, at paragraph 33 of the contested judgment,
that the nature of the mark in respect of which registration is sought might influence the perception which the
relevant public will have of the mark.

85. In so far as it criticises the Court of First Instance for making a finding of that kind, the fifth ground of
appeal is unfounded.

86. Secondly, contrary to what the appellant submits, the Court of First Instance did not, at paragraphs 36 and
37 of the contested judgment, reach conclusions that were unsupported by evidence, but carried out an
appraisal of the evidence, based in particular on the consideration of the torches in question, which were
produced before it.

87. The Court of First Instance thus reached the conclusion that the shapes of those torches are devoid of any
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94.

88. As was pointed out at paragraph 39 of this judgment, the appraisal of the facts does not, save where the
facts or evidence submitted to the Court of First Instance have been distorted, which this ground of appeal
does not allege, constitute a point of law which is subject, as such, to review by the Court of Justice on
appeal.

89. In those circumstances, the fifth ground of appeal must be rejected as being partly unfounded and partly
inadmissible, as, accordingly, must be the whole of the appeal.
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Judgment of the Court (Second Chamber)
of 21 October 2004

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) v Erpo
Möbelwerk GmbH. Appeal - Community trade mark - Phrase DAS PRINZIP DER

BEQUEMLICHKEIT - Absolute ground for refusal - Distinctive character - Article 7(1)(b) of
Regulation (EC) No 40/94. Case C-64/02 P.

In Case C-64/02 P,

APPEAL under Article 49 of the Statute of the Court of Justice,

brought on

27 February 2002

,

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by A. von
Mühlendahl and G. Schneider, acting as Agents, with an address for service in Luxembourg,

appellant,

supported by

United Kingdom of Great Britain and Northern Ireland, represented by P. Ormond, C. Jackson, M. Bethell and
M. Tappin, acting as Agents, assisted by D. Alexander, barrister, with an address for service in Luxembourg,

intervener,

the other party to the proceedings being:

Erpo Möbelwerk GmbH, represented by S. von Petersdorff-Campen, Rechtsanwalt, and H. von Rohr,
Patentanwalt, with an address for service in Luxembourg,

defendant at first instance,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans (Rapporteur), President of the Chamber, C. Gulmann, J.-P. Puissochet, R.
Schintgen and J.N. Cunha Rodrigues, Judges,

Advocate General: M. Poiares Maduro,

Registrar: M. Mugica Arzamendi, Principal Administrator,

after considering the observations submitted on behalf of the parties,

having regard to the written procedure and further to the hearing on

5 May 2004,

after hearing the Opinion of the Advocate General at the sitting on

17 June 2004,

gives the following

Judgment

Costs

54. Under the first subparagraph of Article 69(2) of the Rules of Procedure, which applies to the appeal
procedure by virtue of Article 118 of the Rules of Procedure, the unsuccessful party
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is to be ordered to pay the costs if they have been applied for in the successful party's pleadings. As Erpo has
applied for costs and OHIM has been unsuccessful, it must be ordered to pay the costs.

55. Under the first subparagraph of Article 69(4) of the Rules of Procedure, the United Kingdom must bear its
own costs.

On those grounds, the Court hereby:

1. Dismisses the appeal;

2. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the costs;

3. Orders the United Kingdom of Great Britain and Northern Ireland to bear its own costs.

1. By its appeal, the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM' or
the Office') seeks annulment of the judgment of the Court of First Instance of the European Communities
(Fourth Chamber) of 11 December 2001 in Case T-138/00 Erpo Möbelwerk v OHIM (DAS PRINZIP DER
BEQUEMLICHKEIT) [2001] ECR II-3739 (the contested judgment') by which the Court of First Instance
annulled the decision of the OHIM Third Board of Appeal of 23 March 2000 (Case R 392/19993) (the
contested decision') which, in essence, dismissed the appeal brought by Erpo Möbelwerk GmbH (Erpo')
against the OHIM examiner's decision refusing to register the phrase DAS PRINZIP DER
BEQUEMLICHKEIT as a Community trade mark for various classes of goods, including in particular
furniture.

Legal background

2. Under Article 7 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1):

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the current
language or in the bona fide and established practices of the trade;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

3. Under the heading Limitation of the effects of a Community trade mark', Article 12 of Regulation No
40/94 provides:

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin,
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the time of production of the goods or of rendering of the service, or other characteristics of the goods or
service;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.'

The facts

4. On 23 April 1998 Erpo filed an application with OHIM for registration as a Community trade mark of the
phrase DAS PRINZIP DER BEQUEMLICHKEIT for goods in Class 8 (tools (handoperated); cutlery), Class
12 (land vehicles and parts therefor) and Class 20 (household furniture, in particular upholstered furniture,
seating, chairs, tables, unit furniture, as well as office furniture) in accordance with the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended.

5. The OHIM examiner rejected that application by decision of 4 June 1999 on the ground that that word
combination designated a characteristic of the goods concerned and was devoid of any distinctive character.
Erpo then appealed against that decision.

6. By the contested decision, the OHIM Third Board of Appeal annulled the examiner's decision to the extent
to which he had rejected the claim for products in Class 8. For the rest, the Board of Appeal dismissed the
appeal on the ground, in essence, that the phrase in question did not meet the requirements of Article 7(1)(b)
and (c) and (2) of Regulation No 40/94.

The procedure before the Court of First Instance and the contested judgment

7. By application lodged at the Registry of the Court of First Instance on 23 May 2000, Erpo brought an
action for the annulment of the contested decision. The Court of First Instance upheld the action by the
contested judgment.

8. The Court of First Instance held, in paragraphs 22 to 29 of the contested judgment, that the first plea in
law, alleging infringement of Article 7(1)(c) of Regulation No 40/94, was well founded since, even if the
word Bequemlichkeit (meaning comfort') of itself designates a quality of the goods concerned which is likely
to be taken into account when the public targeted makes a decision to purchase, the word combination DAS
PRINZIP DER BEQUEMLICHKEIT, assessed on the basis of all the elements of which it is composed and
read in its entirety, cannot be regarded as consisting exclusively of signs or indications which may serve to
designate the quality of the goods concerned.

9. The Court of First Instance then examined the second plea in law, alleging infringement of Article 7(1)(b)
of Regulation No 40/94.

10. The Court of First Instance held, in paragraphs 41 and 42 of the contested judgment, that that plea should
also be upheld since the Board of Appeal had, in essence, deduced lack of distinctive character from the
descriptiveness of the phrase claimed, it being clear from paragraphs 22 to 29 of the contested judgment
concerning the first plea that the contested decision was vitiated in that respect by en error of law.

11. In paragraphs 43 to 46 of the contested judgment, the Court of First Instance held that the first plea was
also well founded, on the basis of the following considerations:

43. Furthermore, the Board of Appeal again noted, in paragraph 30 of the contested decision, that DAS
PRINZIP DER BEQUEMLICHKEIT was characterised by the lack of any additional element of imagination.
In addition, the Office submitted in its response that, in order to be able to serve as marks, slogans must
possess an additional element... of originality and that the term at issue had no such originality.
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44. In that regard, it is clear from the caselaw of the Court of First Instance that lack of distinctiveness cannot
be found because of lack of imagination or of an additional element of originality (Case T135/99 TaurusFilm
v OHIM (Cine Action) [2001] ECR II379, paragraph 31; Case T136/99 TaurusFilm v OHIM (Cine Comedy)
[2001] ECR II397, paragraph 31; and Case T87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK)
[2001] ECR II1259, paragraphs 39 and 40). Furthermore, it is not appropriate to apply to slogans criteria
which are stricter than those applicable to other types of sign.

45. To the extent that the Board of Appeal, in paragraph 31 of the contested decision, again points out the
lack of any conceptual tension which would create surprise and so make a striking impression, it must be
stated that that point is really only a paraphrase of the Board of Appeal's finding of no additional element of
imagination.

46. The dismissal, on the basis of Article 7(1)(b) of Regulation No 40/94, of the appeal brought before the
Board of Appeal would have been justified only if it had been demonstrated that the combination of the
words das Prinzip der... (the principle of...) alone with a term designating a characteristic of the goods or
services concerned is commonly used in business communications and, in particular, in advertising. The
contested decision does not contain any finding to that effect and neither in its written pleadings nor at the
hearing has the Office asserted that such a usage exists.'

12. On those grounds, the Court of First Instance annulled the contested decision.

The appeal

13. In its appeal, the Office claims that the Court of Justice should:

- annul the contested judgment;

- dismiss the action brought against the decision of the Third Board of Appeal of OHIM of 23 March 2000 in
Case R 392/19993 and, in the alternative, refer the case back to the Court of First Instance;

- order the other party to pay the costs both at first instance and on appeal.

14. Erpo contends that the Court of Justice should:

- dismiss the appeal;

- confirm the contested judgment;

- order the Office to pay the costs, including those that are reimbursable in appeal proceedings.

15. By order of the President of the Court of Justice of 9 September 2002, the United Kingdom of Great
Britain and Northern Ireland was granted leave to intervene in support of the forms of order sought by the
Office.

Arguments of the parties

16. By its sole plea, the Office submits that, by holding in paragraph 46 of the contested judgment that the
possibility of refusing registration of a trade mark by reason of lack of a distinctive character is limited to
those cases in which it is demonstrated that the sign in question is commonly used in the relevant commercial
circles, the Court of First Instance infringed Article 7(1)(b) of Regulation No 40/94.

17. In that connection, the Office submits that assessment of the distinctive character of a trade mark must
start with an a priori examination of the likelihood that the mark will specifically enable the targeted public to
identify the products or services for which registration is sought as originating
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from one undertaking rather than another or, in any event, as being manufactured or marketed under the entire
responsibility of the trade mark owner.

18. Like marks consisting of colours or threedimensional marks, but in contrast to those that are purely word
marks or figurative marks, trade marks consisting of slogans, such as the one at issue in these proceedings,
must incorporate an additional presentational element conferring on them a distinctive character. That
requirement is accounted for by the fact that in most cases the signs in question fulfil a purely advertising
function and not a function of enabling the origin of the goods to be identified.

19. The Office also contends that the assessment of the distinctive character of a trade mark must not take
account of any use thereof in the market. Admittedly, if it is found that the sign in question is a priori
capable of distinguishing the goods or services in question but that that sign or terms of the same kind are
commonly used by the relevant public, the application must be rejected on the twofold basis of Article 7(1)(b)
and (d) of Regulation No 40/94. However, if, as in the present case, the sign concerned is not a priori capable
of distinguishing the goods or services in question, its registration as a trade mark must be refused on the
basis of Article 7(1)(b) of the same regulation, without its being necessary to produce proof that it is already
commonly used by the relevant public.

20. Erpo submits, on the contrary, that the plea put forward by the Office against paragraph 46 of the
contested judgment is unfounded. It is apparent from paragraphs 28 and 42 of the contested judgment that the
Court of First instance considered that the distinctive character of the trade mark in question derives from the
combination of the phrase Das Prinzip der...' with the descriptive element Bequemlichkeit'. However, the Court
First Instance did not require proof of general use of the phrase concerned in its entirety. It did not find that
the use of the phrase Das Prinzip der...' reinforces the descriptive element. It inferred that the contested
decision did not contain an objective statement of the reasons for refusing registration on the ground of lack
of a distinctive character.

21. Erpo also contends that registration as a trade mark of the slogan in question does not moreover entail the
consequence of preventing competitors from using a combination of the words Prinzip' (principle) and
Bequemlichkeit' (comfort). Article 12(b) of Regulation No 40/94 in particular precludes such an outcome. The
latter provision establishes sufficient protection of competition to justify a liberal registration practice, allowing
protection of the trade mark applied for to be granted in cases of doubt.

22. Erpo also denies that the distinctive character of a trade mark consisting of a slogan requires the presence
of an additional presentational element by reason of the purely advertising function of such a sign. In its view,
according both to the caselaw of the Court of First Instance and to the practice of the Office, the advertising
function of a slogan does not preclude its having a distinctive character.

23. The United Kingdom Government maintains that the analysis of distinctive character in the judgment is
contrary to the caselaw both of the Court of Justice and of the Court of First Instance itself. In this case, the
Court of First Instance did not, in particular, correctly apply Community law, which requires account to be
taken of the nature of a trade mark when its distinctive character is assessed. Moreover, the Court of First
Instance adopted an incorrect approach to determining such distinctiveness.

24. That Government submits that it is clear from the caselaw that, to satisfy the condition of distinctive
character, a trade mark must unambiguously identify the trade origin of the goods or services concerned. A
sign cannot guarantee such origin if, having regard to the presumed expectations
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of an average consumer of the category of goods or services in question, a genuine doubt remains in the mind
of that person as to their origin.

25. It is true, according to that Government, that the legal principles to be applied in assessing the distinctive
character of a trade mark are the same for all categories of mark. The fact remains however that the manner
in which those principles are applied must take account of the context and in particular of the nature of the
trade mark concerned, as shown by the caselaw concerning threedimensional marks comprising the shape of
the product (Case T-119/00 Procter &amp; Gamble v OHIM (Square white tablet with yellow and blue
speckles) [2001] ECR II-2761, paragraphs 53 to 55, Case T-88/00 Mag Instrument v OHIM [2002] ECR
II-467, paragraphs 33 to 35, and point 12 of the Opinion of Advocate General Ruiz-Jarabo Colomer in Joined
Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-3161).

26. The United Kingdom Government submits that the mark at issue in this case is essentially an advertising
slogan which purports to communicate the principles on the basis of which the products concerned were
manufactured. An average consumer would be less likely to regard an advertising slogan, in particular where it
contains a reference to the specific characteristics of the goods or services, as a badge of origin uniquely
identifying the undertaking responsible for them. However, if such a slogan makes a striking impression when
used in relation to the goods or services in question, the average consumer might ultimately regard it as
signifying the trade origin of those goods or services, in addition to its promotional function.

27. The OHIM Board of Appeal was right to take that consideration into account. However, in the contested
judgment, the Court of First Instance did not, or did not sufficiently, take account of the nature of the mark
when assessing its distinctive character.

28. The United Kingdom Government submits in addition that, in so far as paragraph 46 of the contested
judgment implies that the registration of the sign at issue as a mark with a distinctive character could only be
refused if the phrase Das Prinzip der...' were commonly used in business communications and in advertising,
the Court of First Instance infringed Article 7(1)(b) and (c) of Regulation No 40/94.

29. In its view, the Court of First Instance confused the requirements of Article 7(1)(b) and (c) of Regulation
No 40/94 with those of Article 7(1)(d). The requirement of demonstrating, in order to refuse registration, that
a mark has become customary in trade in respect of the goods and services in question applies only to the
latter provision and not to the first-mentioned provisions (Case C517/99 Merz &amp; Krell [2001] ECR
I-6959, paragraph 35). Paragraphs (b) and (c) of Article 7(1) of that regulation each set out an independent
basis for refusal of registration of a sign despite the clear overlap between the scope of those two provisions.

Findings of the Court

30. First, it must observed that the sole plea put forward by the Office, concerning the distinctive character of
the trade mark and alleging infringement of Article 7(1)(b) of Regulation No 40/94, is expressly concerned
only with paragraph 46 of the contested judgment. However, that paragraph is inextricably linked with the
immediately preceding paragraphs 43 to 45, so that the Office's plea must be examined in the context of all
the reasoning set out in those paragraphs. Moreover, that is how the parties, and the intervener, have
construed the subject-matter of the appeal, in so far as they deal, in their submissions, with paragraphs 43 to
46 of the contested judgment together.

31. Paragraphs 43 to 46 of the contested judgment refer to paragraphs 30 and 31 of the contested decision
according to which a slogan must display imaginativeness' or even conceptual tension which would create
surprise and so make a striking impression' so as not to lack the minimal level of distinctiveness required by
Article 7(1)(b) of Regulation No 40/94.
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32. In paragraphs 43 to 45 of the contested judgment, the Court of First Instance rightly rejected that
requirement, essentially on the ground that it is inappropriate to apply to slogans criteria which are stricter
than those applicable to other types of sign.

33. It is clear from the caselaw of the Court of Justice that, as far as assessing distinctiveness is concerned,
every trade mark, of whatever category, must be capable of identifying the product as originating from a
particular undertaking, and thus distinguishing it from those of other undertakings (see, to that effect, in
relation to Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), which is identical to Article 7(1)(b)
of Regulation No 40/94, Linde and Others , paragraphs 42 and 47).

34. The Court of Justice has also held that, although the criteria for assessing distinctiveness are the same for
the various categories of marks, it may become apparent, in applying those criteria, that the relevant public's
perception is not necessarily the same for each of those categories and that, therefore, it may prove more
difficult to establish distinctiveness for some categories of mark than for others (see Joined Cases C-456/01 P
and C-457/01 P Henkel v OHIM [2004] ECR I-0000, paragraph 38; Joined Cases C-468/01 P to C-472/01 P
Procter &amp; Gamble v OHIM [2004] ECR I-0000, paragraph 36; and Joined Cases C-473/01 P and
C474/01 P Procter &amp; Gamble v OHIM [2004] I0000, paragraph 36).

35. The possibility cannot be excluded that the caselaw mentioned in the foregoing paragraph of this judgment
is also relevant to word marks consisting of advertising slogans such as the one at issue in this case. That
could be the case in particular if it were established, when assessing the distinctiveness of the trade mark in
question, that it served a promotional function consisting, for example, of commending the quality of the
product in question and that the importance of that function was not manifestly secondary to its purported
function as a trade mark, namely that of guaranteeing the origin of the product. Indeed, in such a case, the
authorities may take account of the fact that average consumers are not in the habit of making assumptions
about the origin of products on the basis of such slogans (see, to that effect, Procter &amp; Gamble ,
paragraph 36).

36. However, difficulties in establishing distinctiveness which may be associated with certain categories of
trade marks because of their very nature, such as those consisting of advertising slogans - difficulties which it
is legitimate to take into account - do not justify laying down specific criteria supplementing or derogating
from the criterion of distinctiveness as interpreted in the case-law referred to in paragraphs 32 to 34 of this
judgment. The Court of First Instance was therefore right to annul the contested decision for imposing a
different and stricter criterion for assessing the distinctiveness of trade marks consisting of advertising slogans.

37. Having properly rejected, in paragraphs 43 to 45 of the contested judgment, the criterion adopted in the
contested decision for assessing the distinctive character of the trade mark in question, in paragraph 46 of the
contested judgment the Court of First Instance applied another criterion, namely that according to which a
trade mark is not devoid of distinctiveness within the meaning of Article 7(1)(b) of Regulation No 40/94
unless it is demonstrated that the phrase concerned is commonly used in business communications and, in
particular, in advertising - the existence of such a situation not having been established in the contested
decision.

38. Admittedly, it is true that if it is demonstrated that the phrase concerned is commonly used in business
communications and, in particular, in advertising, as provided by Article 7(1)(d) of Regulation No 40/94, it
follows that that sign is not capable of distinguishing the goods or services of an undertaking from those of
other undertakings and does not therefore fulfil the essential function of a trade mark - unless the use made of
such signs or terms has enabled them to acquire a distinctive character capable of being recognised under
Article 7(3) of Regulation No 40/94 (see, to that
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effect, in relation to identical provisions contained in Article 3(1)(b) and (d) and (3) of Directive 89/104, Merz
&amp; Krell , paragraph of 37).

39. However, each of the grounds for refusal listed in Article 7(1) of Regulation No 40/94 is independent of
the others and calls for separate examination (see, in particular, Henkel v OHIM , paragraph 45, and the
caselaw there cited).

40. Therefore, it is not appropriate to limit the scope of Article 7(1)(b) of Regulation No 40/94 to trade marks
for which registration is refused on the basis of Article 7(1)(d) thereof by reason of the fact that they are
commonly used in business communications and, in particular, in advertising.

41. The Court of Justice has held that the registration of a mark made up of signs or indications that are also
used as advertising slogans, indications of quality or incitements to purchase the goods or services covered by
that mark is not excluded as such by virtue of such use (see Merz &amp; Krell, paragraph 40).

42. It is also clear from the case-law that the distinctiveness of a trade mark within the meaning of Article
7(1)(b) of Regulation No 40/94 means that the mark in question makes it possible to identify the product for
which registration is sought as originating from a given undertaking and therefore to distinguish the product
from those of other undertakings and, therefore, is able to fulfil the essential function of the trade mark (see,
to that effect, in particular Procter &amp; Gamble v OHIM , paragraph 32, and the case-law there cited, and,
in relation to the same provision contained in Article 3(1)(b) of Directive 89/104, Merz &amp; Krell,
paragraph 37, and Linde and Others , paragraph 40, and the case-law there cited).

43. According to the case-law, that distinctiveness must be assessed, first, in relation to the goods or services
in respect of which registration is applied for and, second, in relation to the perception of them by the
relevant public, which consists of average consumers of the products or services in question, who are
reasonably well informed and reasonably observant and circumspect (see, in particular, Procter &amp; Gamble
, paragraph 33, and the case-law there cited).

44. It follows that the distinctiveness of a trade mark consisting of signs or indications that are also used as
advertising slogans, indications of quality or incitements to purchase the goods or services covered by that
mark, as in the case of the mark at issue in these proceedings, must be assessed on the basis of the principles
mentioned in paragraphs 42 and 43 of this judgment (see, to that effect, also, as regards marks of that kind,
Case T-130/01 Sykes Enterprises v OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002] ECR II-5179,
paragraph 20, and Case T122/01 Best Buy Concepts v OHIM (BEST BUY) [2003] ECR II-2235, paragraph
21).

45. In that connection, the argument put forward by Erpo to the effect that Article 12(b) of Regulation No
40/94 establishes sufficient protection of competition to justify a liberal registration policy, allowing protection
of the mark applied for to be granted in cases of doubt, must also be rejected. Such an argument has already
been rejected by the Court of Justice on the ground that examination of applications for registration must not
be minimal but must be stringent and full in order to prevent trade marks from being improperly registered
and to make sure that, for reasons of legal certainty and sound administration, trade marks whose use could
be successfully challenged before the courts are not registered (see, to that effect, Case C-104/01 Libertel
[2003] ECR I-3793, paragraphs 58 and 59).

46. Therefore, by holding in paragraph 46 of the contested judgment that a trade mark is not devoid of
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 unless it is demonstrated
that the phrase concerned is commonly used in business communications and, in particular, in advertising - the
existence of such a situation not having been established in the contested decision - the Court of First Instance
applied a criterion other than the one laid down by Article
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7(1)(b) of Regulation No 40/94.

47. It follows that, on that point, the Court of First Instance did not keep within the bounds of that article.

48. Accordingly, the Office is correct to say that, on that point, the contested judgment is vitiated by an error
of law.

49. It must nevertheless be pointed out that that error of law has no influence on the outcome of the dispute.

50. As is apparent from paragraph 37 of this judgment, it was correctly held, on the basis of paragraphs 43 to
45 of the contested judgment, that the contested decision should be annulled because registration of the mark
was refused on the basis of the incorrect criterion set out in paragraphs 30 and 31 of the contested decision
concerning distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94, namely the
absence of an additional element of imagination or an additional element of originality.

51. It follows that, notwithstanding the error of law identified in paragraph 48 of this judgment, the operative
part of the contested judgment remains justified.

52. It is settled case-law that if the grounds of a judgment of the Court of First Instance reveal an
infringement of Community law but the operative part appears well founded on other legal grounds, the appeal
must be dismissed (see, in particular, Case C-265/97 P VBA v Florimex and Others [2000] ECR I-2061,
paragraph 121, and the case-law there cited).

53. Consequently, the plea relied on cannot be upheld and the appeal must be dismissed.
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Order of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2003. GD Searle LLC v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Application for a declaration of invalidity - Relative ground for invalidity - Amicable settlement - No

need to adjudicate. Case T-383/02.

In Case T-383/02,

G.D. Searle LLC, established in Skokie, Illinois (United States of America), represented by W.A. Hoyng,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider and T. Eichenberg, acting as Agents,

defendant,

the intervener before the Court of First Instance being

Phyto-Esp SL, established in Saragossa (Spain), represented by S.H. Poelmann-Teijgeler, lawyer,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 1 October 2002 (Case R 627/2001-1) relating to proceedings
between G.D. Searle LLC and Phyto-Esp SL for a declaration of invalidity,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of: B. Vesterdorf, President, P. Mengozzi and M.E. Martins Ribeiro, Judges,

Registrar: H. Jung,

makes the following

Order

1 On 14 May 1998 the applicant filed an application for a Community trade mark with the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The mark whose registration was sought is the word mark CELEBREX.

3 The goods and services in respect of which registration was sought fall within Class 5 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

4 The mark applied for was registered as a Community trade mark on 28 February 2000 and published in
Community Trade Marks Bulletin No 34/2000 of 2 May 2000.

5 On 29 August 2000, Phyto-Esp SL (the intervener) filed an application with OHIM to have the Community
trade mark CELEBREX declared invalid in respect of all the products designated by it. The application for a
declaration of invalidity was based on Article 52(1)(a) of Regulation No 40/94 and on the alleged existence of
a likelihood of confusion, within the meaning of Article 8(1)(b) of the regulation, between that mark and the
earlier word mark CEREBRESP, which was registered in Spain on 21 December 1998 in respect of products
in Class 5 of the Nice Agreement.
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6 On 27 April 2001, after finding that there was a likelihood of confusion, including the likelihood of
association, on the part of the relevant public between the Community trade mark and the earlier mark, the
Cancellation Division of OHIM granted in full the application for a declaration of invalidity.

7 On 22 June 2001, the applicant brought an appeal against the decision of the Cancellation Division.

8 By decision of 1 October 2002 (the contested decision), the Board of Appeal dismissed that appeal.

9 By application lodged at the Registry of the Court of First Instance on 13 December 2002, the applicant
brought the present action.

10 By order of 8 April 2003 of the President of the Fourth Chamber of the Court of First Instance, at the
request of the applicant and with the consent of the other parties, the present proceedings were stayed until 8
July 2003.

11 On 10 April 2003, the applicant and the intervener each informed the Court that they had concluded an
agreement for the transfer of the earlier trade mark CEREBRESP and that the intervener would withdraw its
action for a declaration of invalidity in respect of the Community trade mark CELEBREX. They also pointed
out that since, following their agreement, the applicant now owned both the trade marks in question, there
could no longer be any likelihood of confusion as to the commercial origin of the products designated by
those trade marks. The intervener added that it concurred with the submissions contained in the application
and that it thus no longer invoked any of the arguments which it had raised before the Cancellation Division
and the Board of Appeal.

12 The applicant and the intervener therefore requested the Court to set aside the contested decision and to
declare that the application for a declaration of invalidity has been withdrawn and/or to take any other
measure necessary to maintain the validity of the registration of the Community trade mark CELEBREX.

13 On 8 July 2003 OHIM informed the Court that by document of 1 July 2003 the intervener had validly
withdrawn the application for a declaration of invalidity in respect of the Community trade mark CELEBREX.
In addition, it points out that as a result of the transfer of the earlier mark to the applicant, the two marks
now indicate the same commercial origin. It concludes that the present action has become devoid of purpose.

14 In the light of the foregoing, it is apparent that, following the agreement reached between the applicant and
the intervener, the intervener withdrew its application for a declaration of invalidity before the decision of the
Cancellation Division declaring the Community trade mark CELEBREX invalid could take effect and become
final in accordance with the combined provisions of Article 56(6), 57(1) and 62(3) of Regulation No 40/94. In
those circumstances, that decision, which was found to be valid by the contested decision, has become
inoperative. Pursuant to Article 113 of the Rules of the Procedure of the Court of First Instance, it must be
held that the present action has become devoid of purpose. It follows that there is no longer any need to
adjudicate.

Costs

15 Article 87(6) of the Rules of Procedure provides that where a case does not proceed to judgment the costs
are in the discretion of the Court.

16 In the present case, the decision not to proceed to judgment is the result of an amicable settlement between
the applicant and the intervener rather than an agreement between the applicant and the defendant.
Accordingly, the applicant and the intervener must be ordered to bear their own costs and the applicant is to
pay the costs incurred by OHIM.
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On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber),

hereby orders:

1. There is no need to adjudicate.

2. The applicant shall pay its own costs and those incurred by OHIM.

3. The intervener shall pay its own costs.
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Order of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Strongline A/S v Office for

Harmonisation in the Internal Market (Trade Marks and Designs). Community trade mark - Opposition
procedure - Failure to produce evidence in the language of the opposition procedure - Rule 17(2) of

Regulation (EC) No 2868/95 - Action manifestly inadmissible. Case T-235/02.

In Case T-235/02,

Strongline A/S, established in Glostrup (Denmark), represented by J.S. Orndrup, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Waelbroek, acting as Agent,

defendant,

the intervener before the Court of First Instance being

Scala Inc., established in Exton, Pennsylvania (United States of America), represented by R.M. Hiddleston,
solicitor,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 27 May 2002 (Case R 830/2001-1) on the refusal of an
opposition for failure to substantiate rights based on earlier trade marks,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court on 5 August 2002,

having regard to the Office's response lodged at the Registry of the Court on 19 November 2002 and amended
on 28 November 2002,

having regard to the intervener's response lodged at the Registry of the Court on 10 December 2002,

gives the following

Order

Costs

47 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they are applied for in the successful party's pleadings. Since the applicant has been unsuccessful, and the
Office and the intervener have applied for costs, it must be ordered to pay the costs incurred by the latter.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber),

hereby orders:

1. The action is dismissed.
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2. The applicant shall pay the costs.

Background to the dispute

1 On 23 March 1998 an application for a Community trade mark filed by the intervener, Scala Inc., was
published in Community Trade Marks Bulletin No 20/98 at the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (hereinafter the Office) pursuant to Council Regulation (EC) No 40/94 of
20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, relating to the word
mark SCALA for computer software in Class 9 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended.

2 The application was filed in English. French was designated as the second language under Article 115(3) of
Regulation No 40/94.

3 On 15 June 1998 the applicant, Strongline Software A/S, also known as Strongline A/S, filed a notice of
opposition pursuant to Article 42 of Regulation No 40/94 against the mark sought for all goods designated on
the ground that it was identical to two earlier national trade marks, namely the word marks SCALA registered
in Denmark in 1989 and in Germany in 1994 for goods in Classes 9 and 16 of the Nice Agreement. The
applicant particularly based its opposition on some of the goods for which the earlier trade marks were
registered, described as computerprogrammes stored on data carriers (sic) in Class 9.

4 In its notice of opposition the applicant chose English as the language of procedure before the Office. It
annexed to that notice a document in German relating to the registration in Germany and a translation into
English of a complete list of the goods for which, according to it, each of the two earlier trade marks is
registered.

5 On 17 June 1998 the applicant supplied the Office with a standard Office form in Danish granting
authorisation for the purposes of the opposition procedure to an approved agent. It also annexed two
documents in Danish, described in the accompanying letter as a copy of the Danish registration, showing
Strongline ApS as proprietor, and a copy of the letter to the Patent- og Varemærkestyrelsen (Danish Patent
and Trade Mark Office) requesting recordal of its change of name to Strongline Software A/S.

6 On 19 June 1998 the applicant supplied the Office with a document in Danish, the headings of which were
translated into English, described as a copy of the Danish registration, issued in the name of Strongline
Software, and a translation similar to that previously supplied of the goods for which the mark was registered.

7 On 2 September 1998 the Office drew the applicant's attention to the fact that, notwithstanding Rule 76(3)
and (4) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council Regulation
(EC) No 40/94 (OJ 1995 L 303, p. 1), no authorisation had been provided in any of the languages of the
Office. The applicant supplied a standard form the next day in English.

8 On 16 April 1999 the Office informed the applicant of the opening of the inter partes procedure and laid
down a period of four months, extended at the parties' request to 16 April 2000, for submitting any facts,
evidence or arguments necessary to substantiate the opposition. The Office stated expressly that all documents
had to be submitted in the language of the opposition proceedings.

9 On 17 February 2000 the intervener requested that the applicant file proof of genuine use of the Danish
mark pursuant to Article 43 of Regulation No 40/94, noting that the evidence had to be translated into
English.

10 On 30 August 2000 the applicant submitted observations and a number of documents in Danish

© An extract from a JUSTIS database



62002B0235 European Court reports 2003 Page II-04903 3

relating to proof of use of the Danish mark.

11 On 15 December 2000 the intervener filed its observations on the material sent on 30 August 2000. It
noted, inter alia, that some of the items of evidence had not been translated and that no translation of the
documents relating to the marks relied on had yet been produced. It pointed out that, as a result of the
inadequacy of the evidence adduced, the concerns as to the validity of the earlier marks could not be allayed
and that the opposition must consequently be automatically rejected. Those observations were communicated to
the applicant.

12 On 13 February 2001 the Office expressly requested the applicant to file translations of certain items of
evidence relating to use of the Danish mark in accordance with Rule 22 of Regulation No 2868/95. On 22
March 2001 the applicant provided the translations requested but omitted to respond to the intervener's
objections and in particular failed to provide any further translation of the documents relating to the marks
relied on.

13 On 14 July 2001 the intervener submitted a new set of observations following the filing of the further
translations and, amongst other things, maintained its assertion that the opposition must be rejected on the
ground that the registrations of the marks relied on had not been substantiated.

14 By decision of 20 July 2001 the Opposition Division rejected the opposition on the ground that the
applicant had failed to file evidence, in the language of the opposition proceedings, of the validity and legal
status of the earlier national marks on which the opposition was founded.

15 On 11 September 2001 the applicant brought an appeal before the Office under Article 59 of Regulation
No 40/94 against the decision of the Opposition Division. On 16 November 2001 the intervener filed its
observations on the appeal.

16 By decision of 27 May 2002 (hereinafter the contested decision), served on the applicant on 6 June 2002,
the Board of Appeal dismissed the appeal.

17 The Board of Appeal essentially found that the applicant had failed adequately to substantiate, in the
language of the opposition proceedings, the validity and its ownership of the earlier marks on which it sought
to rely in support of the opposition. It further found that it was not for the Office to draw the applicant's
attention to that failure, especially where, as in this case, that failure had been specifically highlighted in the
intervener's observations, which were communicated to the applicant.

Forms of order sought

18 The applicant claims that the Court should:

- annul the contested decision;

- refer the case back to the First Board of Appeal;

- order each party to pay its own costs.

19 The Office contends that the Court should:

- declare the action inadmissible;

- in the alternative, dismiss the action as unfounded;

- order the applicant to pay the costs.

20 The intervener contends that the Court should:

- uphold the contested decision;

- dismiss the opposition and allow the mark sought to be registered;
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- order the applicant to pay the costs.

Admissibility

21 The Office claims that this action ought to be dismissed as inadmissible under Article 135(4) of the Rules
of Procedure of the Court of First Instance, which states that [t]he parties' pleadings may not change the
subject-matter of the proceedings before the Board of Appeal. In its application the applicant refers to the
infringement of Article 8(1)(a) or (b) of Regulation No 40/94. However the subject-matter of the proceedings
before the Board of Appeal, according to the document initiating the proceedings before the Board, related
solely to the failure to comply with Rule 17(2) of Regulation No 2868/95.

22 The Court of First Instance finds that in this case, contrary to the Office's claim, the subject-matter of the
proceedings before the Board of Appeal related directly to the application of Article 8(1) of Regulation No
40/94 and was therefore not altered by the applicant's pleadings. First of all, these proceedings were
unquestionably initiated by the opposition brought pursuant to that Article. Secondly, the rules directly referred
to by the Board of Appeal in the contested decision, which is to say Rules 16(2) and 17(2) of Regulation No
2868/95, are formal or procedural conditions for that article to apply. Thirdly, the conclusion of the Board of
Appeal to the effect that the appeal should be dismissed on the grounds that the applicant failed to
substantiate the rights upon which it relied in its opposition clearly constitutes an instance where Article 8
applies.

23 The action must therefore be considered to be admissible.

24 Finally, under Article 63(6) of Regulation No 40/94, the Office is required to take the necessary measures
to comply with the judgment of the Community Court. In that regard it is settled law that it is not for the
Court of First Instance to issue directions to the Office (see, inter alia, Case T-247/01 eCopy v OHIM
(ECOPY) [2002] ECR II-5301, paragraph 13). The intervener's application seeking an order that the mark
sought be registered must therefore be rejected by the Court of its own motion as inadmissible.

Substance

Arguments of the parties

25 The applicant observes first of all that the documents supplied to the Office in support of its opposition,
namely the copies of the registrations in Germany and Denmark, satisfy the criteria in Rule 16(2) of
Regulation No 2868/95. Those copies must be regarded as certificates of registration within the meaning of
that provision. In that connection the applicant emphasises that the Danish Patent and Trade Mark Office does
not provide a document entitled certificate of registration but only the extracts provided in this case. In any
event those extracts are undeniably official documents or copies thereof, issued by the authority in charge of
the registration of the trade mark concerned.

26 The applicant acknowledges that it failed to comply with the requirements of Rule 17(2) of Regulation No
2868/95.

27 The applicant claims that the registration in the intervener's name of the SCALA trade mark constitutes an
infringement of Article 8 of Regulation No 40/94, as the signs in question are identical and the goods
identical or at least similar. The fact that Rule 17(2) of Regulation No 2868/95 was not complied with cannot
justify that infringement of Article 8 of Regulation No 40/94.

28 The Office argues that the action is clearly unfounded as there is no need to consider the application of
Article 8(1)(a) or (b) of Regulation No 40/94 because the applicant explicitly admits its failure to comply with
Rule 17(2) of Regulation No 2868/95. In any event the opposition must be rejected
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pursuant to Rule 20(3) of Regulation No 2868/95 because of lack of substantiation of the earlier rights.

29 The Office points out that even if the application is rejected the applicant may still apply for a declaration
of invalidity under Article 52(1) of Regulation No 40/94.

30 The intervener considers that the applicant failed, within the period prescribed by the Office in accordance
with Rules 16(3) and 20(2) of Regulation No 2868/95, to provide sufficient evidence of the validity of the
German and Danish marks, of its ownership of them, of their use, and of translations of that evidence into the
language of the proceedings. The evidence it did adduce in the application and the translation thereof must be
regarded as out of time since the applicant did not produce these before the Office, even though it had had
ample opportunity to do so. The opposition must therefore be rejected.

31 The intervener underlines the importance of supplying translations of the documents in question both for
the Office and for the trade mark applicant in order to be able to assess the quality of an opposition and
observes in that connection that the applicant has admitted its failure to comply with Rule 17(2) of Regulation
No 2868/95.

32 If the Court were to consider the foregoing arguments insufficient, the opposition must in any event be
dismissed on the ground that the number of goods specified in the trade mark application is greater than the
number covered by the earlier marks, and the marks are therefore not identical for the purposes of Article
8(1)(a) of Regulation No 40/94.

Findings of the Court

33 Under Article 111 of the Rules of Procedure, where the application is manifestly lacking any foundation in
law, the Court of First Instance may, without taking any further step in the proceedings, rule by way of
reasoned order.

34 In this case the Court considers that it has sufficient information in the documents on file and hereby
decides, pursuant to that Article, to determine the case without taking any further step in the proceedings.

35 Rule 16(2) and (3) of Regulation No 2868/95 provides as follows:

(2) If the opposition is based on an earlier mark which is not a Community trade mark, the notice of
opposition shall preferably be accompanied by evidence of the registration or filing of that earlier mark,
such as a certificate of registration...

(3) The particulars of the facts, evidence and arguments and other supporting documents as referred to in
paragraph 1, and the evidence referred to in paragraph 2 may, if they are not submitted together with the
notice of opposition or subsequent thereto, be submitted within such period after commencement of the
opposition proceedings as the Office may specify pursuant to Rule 20(2).

36 Rule 17(2) of Regulation No 2868/95 provides as follows: Where the evidence in support of the opposition
as provided for in Rule 16(1) and (2) is not filed in the language of the opposition proceedings, the opposing
party shall file a translation of that evidence into that language within a period of one month from the expiry
of the opposition period or, where applicable, within the period specified by the Office pursuant to Rule
16(3).

37 In this case, as the Board of Appeal found in the contested decision and as the applicant acknowledges in
its application, contrary to Rule 17(2) of Regulation No 2868/95, the applicant did not, within the period
prescribed, provide the Office with an adequate translation of the evidence and supporting documents relating
to its rights in the earlier national marks on which its opposition is based.
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38 It must be recalled that the burden which Rule 17(2) of Regulation No 2868/95 places on the party
originating inter partes proceedings is justified by the necessity to observe fully the principle of the right to be
heard and to ensure equality of arms between the parties in inter partes proceedings (Case T-232/00 Chef
Revival USA v OHIM - Massagué Marín (Chef) [2002] ECR II-2749, paragraph 42).

39 If the opponent does not present the evidence and documents in support of the opposition and a translation
thereof into the language of the opposition proceedings before the expiry of the period laid down for that
purpose by the Office, the Office may lawfully reject the opposition as unfounded unless, in accordance with
Rule 20(3) of Regulation No 2865/95, it can give a ruling on it by other means on the basis of the evidence
which it may already have before it. The rejection of the opposition in such a case is not merely the result of
the opponent's failure to comply with the period laid down by the Office but is also the consequence of his
failure to comply with a substantive condition of the opposition, since the opponent, by failing to present,
within the period laid down, the relevant evidence and supporting documents - which must also be presented
for the reasons set out in paragraph 38 above - fails to prove the existence of the facts or the rights on which
his opposition is based (Chef, cited at paragraph 38, paragraph 44).

40 The applicant confines itself to claiming that the evidence it supplied complies with Rule 16 of Regulation
No 2865/95, and that the opposition ought therefore to be upheld.

41 It must first of all be observed that regard cannot be had to the documents and translations relating to the
earlier marks relied on in support of the opposition annexed to the application, submitted for the first time
before the Court of First Instance, and which the Board of Appeal was not therefore able to examine. Those
documents must thus be disregarded, and there is no need to assess their probative value (see to that effect
ECOPY, cited at paragraph 24 above, paragraphs 45 to 49, and Case T-237/01 Alcon v OHIM Dr. Robert
Winzer Pharma (BSS) [2003] ECR II-0000, paragraphs 61 and 62).

42 Next, it must be observed that the applicant's argument cannot lead to the annulment of the contested
decision.

43 Even if, which is far from proven by the applicant, the documents adduced before the Office meet the
requirements of Rule 16 of Regulation No 2868/95, contrary to what is stated in the contested decision, that
would not invalidate the conclusion of the Board of Appeal to the effect that, without a translation, it is not
possible on the basis of the evidence supplied to verify the legal status and ownership of the earlier marks
relied on.

44 The Board of Appeal essentially found that [the applicant] did not submit, within the time-limit set by the
Opposition Division, a translation of the document filed as proof of the ownership and existence of the
German registration, nor a sufficient translation of the Danish certificate of registration, upon each of which it
based its opposition (contested decision, paragraph 39). In particular, that failure to provide a translation was
not sufficient to allay the concerns of the intervener, the Opposition Division and the Board of Appeal with
regard to the origin of those documents, the true owner of the marks relied on or the exact scope of those
marks.

45 Consequently the applicant's self-confessed failure to comply with Rule 17 of Regulation No 2868/95
justified the dismissal by the Board of Appeal of the appeal brought before it, since that failure did not permit
the intervener to exercise its rights of defence in the inter partes proceedings, or the Board of Appeal to
satisfy itself with sufficient certainty that the rights relied on were real.

46 This action must therefore be dismissed as manifestly unfounded.
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Order of the Court of First Instance (Second Chamber)
of 5 March 2004

Hugo Boss AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Judicial proceedings - Replacement of a party to the action -

Transfer of the rights of the applicant for a Community trade mark. Case T-94/02.

In Case T-94/02,

Hugo Boss AG, established in Metzingen (Germany), represented by E. Baud, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by O.
Waelbroeck, acting as Agent,

defendant,

defendant,

the intervener before the Court being:

Delta Holding SA, formerly Delta Protypos Biomichania Galaktos SA, established in Athens (Greece),
represented by P. Kanellopoulos, lawyer,

ACTION brought against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 12 December 2001 (Case R 53/2001-4), relating to opposition
proceedings between Hugo Boss AG and Delta Protypos Biomichania Galaktos SA,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: H. Jung,

makes the following

Order

Facts, procedure and arguments of the parties

1. On 12 August 1996, Delta Holding SA, formerly Delta Protypos Biomichania Galaktos SA (hereinafter
Delta Holding'), lodged, pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for a Community trade mark at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office').

2. On 29 May 1998, the applicant filed, pursuant to Article 42 of Regulation No 40/94, a notice of opposition
to registration of the mark applied for. When the opposition was rejected, the applicant filed notice of appeal
at the Office, pursuant to Article 59 of Regulation No 40/94, against the decision of the Opposition Division.

3. The appeal was rejected by decision of the Fourth Board of Appeal of the Office of 12 December 2001.

4. By application registered at the Court Registry on 27 March 2002, the applicant brought an action against
the decision of the Board of Appeal.

5. On 26 August 2002, Delta Holding lodged a response.

6. On 12 August 2002, Delta Biomichania Pagatou SA, also called Delta Ice Cream SA (hereinafter
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Delta Ice Cream'), applied, under Article 115 of the Rules of Procedure of the Court of First Instance, to
intervene in this case in support of the form of order sought by Delta Holding.

7. Delta Ice Cream has explained that it is a subsidiary of Delta Holding and that, in the course of a
restructuring in 2002, the application for a Community trade mark was transferred to it by Delta Holding.
That was confirmed by an agreement of 29 April 2002, of which the Office was notified on 5 June 2002.
That transfer was registered at the Office on 25 July 2002, in accordance with Articles 17 and 24 of
Regulation No 40/94.

8. In its observations on the application to intervene, the Office has requested the Court to declare that Delta
Ice Cream may participate in the proceedings before the Court as an intervener pursuant to Article 134 of the
Rules of Procedure. The Office has pointed out the disadvantages which would result from allowing the new
owner of the rights connected to the application for the mark to intervene pursuant to Article 40 of the Statute
of the Court of Justice and Articles 115 and 116 of the Rules of Procedure.

9. Invited to clarify the purpose of its application to intervene, Delta Ice Cream stated that it wished to
participate in the proceedings before the Court as an intervener pursuant to Article 134 of the Rules of
Procedure, in place of Delta Holding. In the alternative, it applied to be allowed to intervene in support of the
form of order sought by Delta Holding, in accordance with Articles 115 and 116 of the Rules of Procedure. It
sought, in addition, should its substitution for Delta Holding in these proceedings be allowed, that all the
observations and evidence lodged by Delta Holding should be regarded as having been lodged by Delta Ice
Cream.

10. The other parties to the proceedings were invited to submit their observations on the application thus
clarified.

11. Delta Holding stated that it had no objection to being replaced, for the purposes of these proceedings, by
Delta Ice Cream. The Office recorded its agreement to Delta Ice Cream's application to replace Delta Holding.
The applicant lodged no observations.

Law

12. The action under Article 63 of Regulation No 40/94 is open, according to Article 63(4) thereof, to any
party to proceedings before the Board of Appeal adversely affected by its decision.

13. Under Article 134(1) and (2) of the Rules of Procedure, the parties to the proceedings before the Board of
Appeal other than the applicant may participate, as interveners, in the proceedings before the Court of First
Instance and have, for that purpose, the same procedural rights as the main parties.

14. In addition, anyone establishing an interest in the result of any proceedings may be allowed to intervene
therein by order pursuant to Article 40 of the Statute and Articles 115 and 116 of the Rules of Procedure.

15. Neither the Statute of the Court of Justice nor the Rules of Procedure of the Court of First Instance
contain any provisions expressly governing the situation in which a party to the proceedings before the Board
of Appeal transfers the intellectual property right affected by the proceedings after the decision of the Board
of Appeal. In particular, there is no provision for the possibility, for the new owner of the right, to replace
the transferor for the purposes of the proceedings before the Court of First of Instance.

16. Admittedly, the possibility of intervening pursuant to Article 40 of the Statute and Articles 115 and 116
of the Rules of Procedure is, in any event, open to the new owner of the right. That possibility is not
however sufficient, in all respects, to take account of the particular situation of the parties to an action in the
field of intellectual property.
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17. As is recognised in the second paragraph of Article 53 of the Statute, litigation in the field of intellectual
property presents specific features which require derogation from certain provisions governing proceedings
before the Court of First Instance. As the Office correctly points out, the specific provisions of Title IV of the
Rules of Procedure concerning proceedings relating to intellectual property rights have been adopted in order
to take account of those specific features. One such feature is the fact that such litigation involves, so far as
opposition proceedings are concerned, disputes between private persons. To that end, specific rules on the
procedural rights of interveners, in particular, were adopted. Thus, Article 134(2) of the Rules of Procedure
confers, on the parties to the proceedings before the Board of Appeal other than the applicant, the same
procedural rights as on the main parties. That provision thus derogates from the fourth paragraph of Article 40
of the Statute, according to which the claims in the application to intervene must be limited to supporting the
form of order sought by one of the main parties. However, interveners pursuant to Article 134 of the Rules of
Procedure may not only support the form of order sought by a main party, but also apply for a form of order
and put forward pleas in law independent of those of the main parties.

18. If the person claiming under a party before the Board of Appeal could participate in the action only by
means of intervention pursuant to Article 40 of the Statute and Articles 115 and 116 of the Rules of
Procedure, the protection of his rights could be jeopardised by the fact that his position in the proceedings
before the Court of First Instance is not on a footing equal to that of the main parties, despite the fact that
the former owner of the right may no longer have an interest, following the transfer, in ensuring such
protection effectively.

19. Where it is a question, as in this case, of the transfer of the rights connected to an application for a
Community trade mark, the application of Article 40 of the Statute and Articles 115 and 116 of the Rules of
Procedure to the person claiming under the party before the Board of Appeal would also create disparity
between the status of that claimant before the Office, where he is regarded as the new owner of the
Community trade mark application and, as such, a party in every respect to the opposition proceedings, and
his status before the Court of First Instance. Finally, the application of those provisions would create a
discrepancy between the situation of the new intellectual property right owner on the substance and his
situation in the proceedings before the Community judicature.

20. Consequently, it must be accepted that the person claiming under the party before the Board of Appeal
may replace that party for the purposes of the proceedings before the Court of First Instance.

21. Contrary to the Office's suggestion, it cannot however be accepted that such replacement takes place
automatically as soon as the transfer of the right in question has been registered at the Office.

22. Admittedly, it has been recognised in the case-law that an action brought by a party can be pursued by
that party's universal successor, in particular in the case of an individual's death or the cessation of a legal
person's existence whenever all their rights and obligations are transferred to a new owner (see, to that effect,
Case 92/82 Gutmann v Commission [1983] ECR 3127, paragraph 2; Case 294/83 Les Verts v Parliament
[1986] ECR 1339, paragraphs 13 to 18, and Case C-361/01 P Kik v OHIM [2003] ECR I-0000, paragraph
19). In such situations, the party claiming under the original party automatically replaces the latter.

23. That solution cannot however be transposed to the case of an individual transfer of an intellectual property
right.

24. First, the transfer of an intellectual property right, whether individually or in the context
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of the transfer of an undertaking, does not, by itself, affect the existence or the capacity to bring proceedings
of the former owner of the right. In that situation, and in the absence of provisions expressly so providing,
that former owner cannot be deprived of his status as a party to the proceedings before the Court of First
Instance, unless he has had an opportunity of taking a position on the point and raised no objection.

25. Secondly, the replacement of one party for another in the course of the proceedings before the Court of
First Instance may prejudice the legitimate interests of the other parties to the proceedings. Therefore, such
replacement cannot occur without their being heard.

26. Thirdly, actions brought before the Court of First Instance concern not only intellectual property rights at
Community level, such as Community trade marks or the rights connected to applications for registration of
such marks, but may also concern intellectual property rights recognised on the basis of the law of the
Member States. The position of the transferee cannot differ according to whether the right which has been
transferred to him lies at Community level or at national level. The conditions for the validity of the transfer
of an intellectual property right guaranteed by the national law of a Member State, and for being able to rely
on it as against third parties, are governed by that law. The Court of First Instance cannot always easily
ascertain whether those conditions are fulfilled. To allow automatic replacement in such circumstances would
create uncertainty as regards the parties to the proceedings before the Court of First Instance, capable of
producing untoward effects.

27. As a result, replacement may be allowed only by order of the Court. Taking account of the fact that,
essentially, it involves a decision to join a new party to the action, the procedural provisions of Articles 115
and 116 of the Rules of Procedure must apply by analogy.

28. Thus, the application of the person claiming under the former owner to replace him must be lodged within
the time-limit laid down in Article 115(1) of the Rules of Procedure and, mutatis mutandis, meet the formal
requirements arising under Article 115(2).

29. By analogy with Article 116(1) of the Rules of Procedure, the application for replacement must be served
on the parties and they must be given an opportunity to submit their written or oral observations thereon.
Since the former owner of the right ceases to be a party to the proceedings before the Court in the event of
replacement, the latter may not take place if he objects to it. In that case, the person claiming under the party
may be given leave to intervene under Article 40 of the Statute. That possibility is also open to him where it
appears that the replacement is not appropriate, either because it would prejudice the legitimate interests of the
other parties in a manner unjustified by the legitimate interests of the former owner and the person claiming
under him, or for other reasons.

30. By analogy with the third subparagraph of Article 116(1) of the Rules of Procedure, the order on the
application for replacement is made either by the President of the Chamber to which the case is assigned, or,
if the President refers the decision to the Chamber, by that Chamber.

31. The person claiming under a party must accept the proceedings as they are at the time of replacement. In
particular, he is bound by the procedural steps already taken by the former owner. If appropriate, leave to
lodge a rejoinder may be granted to him in accordance with Article 135(2) of the Rules of Procedure, but
replacement alone is not sufficient, by itself, to justify such leave. In any event, the person claiming under the
former owner of the right who has been allowed to replace him in accordance with the principles set out
above may defend his position at the hearing.

32. In this case, Delta Holding, the former owner of the rights connected to the Community trade mark
application, has stated that it has no objection to the replacement, and the Office has stated its agreement
thereto. The applicant has raised no objection. In those circumstances, it is appropriate
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to allow Delta Ice Cream to replace Delta Holding as an intervener under Article 134 of the Rules of
Procedure.

Costs

33. Since this application to intervene is a procedural step, the costs are reserved.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby orders:

1. Delta Biomichania Pagatou SA is admitted as intervener under Article 134 of the Rules of Procedure of the
Court of First Instance in place of Delta Holding SA, formerly Delta Protypos Biomichania Galaktos SA.

2. The costs are reserved.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2004. August Storck KG v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Figurative mark representing the form of a twisted wrapper (shape of a sweet wrapper) -

Subject-matter of the application - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No
40/94 - Distinctive character in consequence of use - Article 7(3) of Regulation (EC) No 40/94 - Right to

be heard - Article 73(1) of Regulation (EC) No 40/94 - Examination of the facts by OHIM of its own
motion - Article 74(1) of Regulation (EC) No 40/94. Case T-402/02.

In Case T-402/02,

August Storck KG, established in Berlin (Germany), represented by H. Wrage-Molkenthin, T. Reher, A. Heise
and I. Rohr, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by B. Müller
and G. Schneider, acting as Agents,

defendant,

ACTION for annulment of the decision of the Second Board of Appeal of OHIM of 18 October 2002 (Case
R 0256/2001-2) refusing registration of a trade mark representing a twisted wrapper (shape of a sweet
wrapper),

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court on

27 December 2002,

having regard to the defence lodged at the Registry of the Court on

22 April 2003,

further to the hearing on

16 June 2004,

gives the following

Judgment

Costs

109. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs in accordance with the form of order sought by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:
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1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 30 March 1998 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the representation in perspective of a twisted
wrapper (shape of a sweet wrapper) reproduced below:

>image>0

3. The applicant described its mark as figurative and claimed the colour light brown (caramel)'.

4. The goods in respect of which registration of the trade mark was sought are in Class 30 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as amended, and correspond to the following description: Sweets'.

5. By a notice of 3 August 1998, the examiner informed the applicant that its mark was not suitable for
registration by virtue of Article 7(1)(b) of Regulation No 40/94.

6. Under cover of a letter of 5 October 1998, the applicant submitted its observations on the examiner's
objections. After describing the mark applied for as three-dimensional, the applicant stated that the special
feature of the shape of wrapper in question lay in its golden colour which gave it the minimum degree of
distinctive character required. In any event, the mark applied for became distinctive in respect of caramels' in
consequence of the use which was made of it.

7. By a decision of 19 January 2001, after stating that the application concerned a figurative mark, the
examiner refused it on the ground that the mark applied for was devoid of any distinctive character within the
meaning of Article 7(1)(b) of Regulation No 40/94 and that the mark had not become distinctive in
consequence of the use made of it in respect of caramels, within the meaning of Article 7(3) of that
regulation.

8. On 13 March 2001 the applicant filed an appeal against the examiner's decision at OHIM under Article 59
of Regulation No 40/94. In that appeal, the applicant sought annulment of the examiner's decision in its
entirety. In the written statement setting out the grounds of the appeal, dated 18 May 2001, the applicant
repeated its assertion that the mark applied for was a three-dimensional mark, stating that it combined three
different colours, namely transparent yellow, bright gold and white. In the alternative, it stated that the list of
goods covered by the mark applied for should be limited to caramel sweets' alone if the registration of the
mark were refused for lack of inherent distinctive character and lack of distinctive character in consequence of
use in respect of sweets'.

9. By decision of 18 October 2002 (the contested decision'), which was notified to the applicant on 31
October 2002, the Second Board of Appeal of OHIM dismissed the appeal on the ground that the mark
applied for was not distinctive within the meaning of Article 7(1)(b) of Regulation No 40/94 and could not be
registered under Article 7(3) of that regulation.

10. The Board of Appeal essentially found that the mark applied for, whether figurative or three-dimensional,
should be refused registration under Article 7(1)(b) of Regulation No 40/94. In particular as regards the colour
of wrapper in question, the Board of Appeal, after pointing out that the colour claimed in the trade mark
application was light brown (caramel)', stated that it was not able to discern, on the basis of the graphic
representation of the mark applied for, the three colours referred
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to by the applicant in its written statement setting out the grounds of the appeal. On that representation, the
colour appeared rather as gold or containing a golden hue, the use of which is usual and frequent in trade in
respect of sweet wrappers. Moreover, it found that the evidence adduced by the applicant did not prove that
the mark applied for had become distinctive in consequence of the use made of that mark in respect of sweets
in general or caramels in particular.

Procedure and forms of order sought

11. By letter lodged at the Registry of the Court on 26 May 2003, the applicant applied, pursuant to Article
135(2) of the Rules of Procedure of the Court of First Instance, for permission to lodge a reply. The President
of the Fourth Chamber of the Court of First Instance refused to grant that permission.

12. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

13. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Subject-matter of the dispute

Arguments of the parties

14. The applicant raises once more the issue of the description of the mark applied for, referring to it as both
a figurative mark and a three-dimensional mark.

15. As for the colour claimed, the applicant asserts that, contrary to the Board of Appeal's finding at
paragraph 16 of the contested decision, it follows from the graphic representation of the mark applied for that
it comprises three colours. The centre of the mark is gold, whilst the twisted ends are both white and
transparent yellow. Through the contrast between the transparent film and the opaque film, the mark gives the
impression of being three-coloured.

16. Lastly, whilst challenging the contested decision as a whole, the applicant criticises the Board of Appeal
for wrongly refusing to accept that the mark applied for was registrable and also for rejecting the application
for a trade mark in respect of caramel sweets' alone, following the applicant's restriction, in its written
statement setting out the grounds of the appeal to the Board of Appeal of OHIM, of the list of goods covered
by the trade mark application if the registration of the mark were to be refused on the ground of lack of
inherent distinctive character in respect of sweets. It claims that registration of the mark in respect of caramel
sweets' cannot in any event be refused under Article 7(3) of Regulation No 40/94.

17. OHIM points out that the mark applied for is a figurative mark and notes that it was described as such in
the application for registration.

18. As regards the colour of the mark applied for, OHIM notes first that the applicant's claim, in its
application, had been in respect of the colour light brown (caramel)'. It refers then to the findings of the
Board of Appeal at paragraphs 16 and 17 of the contested decision which state, first, that the colour on the
graphic reproduction of the mark applied for appears to be gold or containing a golden hue rather than light
brown (caramel)' and that the three colours of that reproduction (transparent yellow, bright gold and white) are
impossible to make out. The reproduction of a figurative mark is more precise than any other description and
takes precedence over any divergent descriptions which may be made of it. In so far as the Board of Appeal
clearly based its decision on the graphic
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reproduction of the mark applied for, it matters little that the colour is described as containing a golden hue',
as the Board of Appeal did, or as three-coloured as the applicant suggests.

19. As for the restriction of the list of goods to caramel sweets' alone, which the applicant sought in the
alternative in the written statement setting out the grounds of appeal to the Board of Appeal, OHIM refers to
paragraph 28 of the contested decision and submits that the separation of the market for sweets from that for
caramels has no bearing on the present case, either for the purposes of Article 7(1)(b) of Regulation No 40/94
or for the purposes of Article 7(3) of that regulation.

Findings of the Court

20. Given the opposing arguments of the parties in respect of certain aspects of the application for registration
of the mark in question, it is necessary to examine in turn the category of mark applied for, the colour
claimed and the goods covered by that mark.

The category of mark applied for

21. It is clear from the application form for the trade mark completed by the applicant that registration was
sought in respect of a figurative mark. However, before the examiner and the Board of Appeal, the applicant
described the mark as three-dimensional. The Board of Appeal, at paragraph 23 of the contested decision,
considered that for the purposes of assessing whether the mark applied for has an inherently distinctive
character it does not matter whether it is a figurative or three-dimensional mark. According to the Board of
Appeal, ... the first case concerns the usual configuration of a sweet wrapper and the second case concerns the
graphic representation of a sweet wrapped in a normal sweet wrapper...'. Before the Court the applicant again
raised the issue of the nature of the mark applied for (see paragraph 14 above).

22. In those circumstances, and in so far as the applicant has not in any event made a request to amend its
application pursuant to Article 44 of Regulation No 40/94 and Rule 13 of Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Council Regulation (EC) No 40/94 on the Community trade
mark (OJ 1995 L 303, p. 1), the mark applied for should be regarded as a figurative mark (see, to that effect,
Case T-30/00 Henkel v OHIM (Image of a detergent product) [2001] ECR II-2663) constituted by the
representation of a twisted wrapper (shape of a sweet wrapper) in respect of the goods covered by the trade
mark application.

The colour claimed

23. Article 4 of Regulation No 40/94 states that a Community trade mark may consist of any signs capable of
being represented graphically, particularly words, including personal names, designs, letters, numerals, the
shape of goods or of their packaging, provided that such signs are capable of distinguishing the goods or
services of one undertaking from those of other undertakings.'

24. Under Rule 3(1) of Regulation No 2868/95, if the applicant does not wish to claim any special graphic
feature or colour, the mark is to be reproduced in normal script, as for example, by typing the letters,
numerals and punctuation marks in the application. Rule 3(2) provides that, in cases other than those referred
to in paragraph 1, the mark is to be reproduced on a sheet of paper separate from the sheet on which the text
of the application appears. Lastly, Rule 3(5) provides that where registration in colour is applied for, the
application is to contain an indication to that effect. The colours making up the mark are also to be indicated.
The reproduction under paragraph 2 is to consist of the colour reproduction of the mark.

25. Furthermore, the Court of Justice has held that a graphic representation within the meaning of the
abovementioned provisions must enable the sign to be represented visually, particularly by means of images,
lines or characters, so that it can be precisely identified. In order to fulfil its function, the graphic
representation within the meaning of Article 4 of Regulation No 40/94

© An extract from a JUSTIS database



62002A0402 European Court reports 2004 Page 00000 5

must be clear, precise, self-contained, easily accessible, intelligible, durable and objective (see, by analogy,
Case C-273/00 Sieckmann [2002] ECR I-11737, paragraphs 46 to 55, and Case C-104/01 Libertel [2003] ECR
I-3793, paragraphs 28 and 29).

26. It has also been held that a mere sample of a colour does not in itself satisfy the requirements set out in
the preceding paragraph since it may be altered over time. On the other hand, a sample of a colour, combined
with a description in words of that colour, may constitute a graphic representation within the meaning of
Article 4 of Regulation No 40/94, provided that the description is clear, precise, self-contained, easily
accessible, intelligible, and objective. If that combination does not satisfy the conditions laid down in order for
it to constitute a graphic representation because, inter alia, it lacks precision or durability, that deficiency may,
depending on the facts, be remedied by adding a colour designation from an internationally recognised
identification code. Such codes are deemed to be precise and stable (Libertel , paragraphs 31 to 38).

27. In the present case, in the part of the form reserved for the statement of the colour of the mark applied
for, the applicant stated that the colour claimed was light brown (caramel). On the basis of the reproduction of
the mark applied for, the examiner considered that it was gold in colour and that gold wrappers, whether of a
gold hue or reddish, bluish or greenish gold, are very commonly used, particularly in the confectionary sector.
Before the Board of Appeal, the applicant referred to three colours: transparent yellow, bright gold and white.
After noting that the applicant had initially claimed the colour light brown (caramel)', the Board of Appeal
considered that, on the basis of the graphic reproduction of the mark, the colour appeared instead to be gold
or as containing a gold hue, since the three colours of the mark claimed by the applicant could not be
detected. The Board of Appeal added that it was not unusual to find sweet wrappers of that colour and that
the fact that the applicant's sweets were wrapped in cellophane paper in which a gold plastic strip was
inserted was irrelevant. In its view, the result was the same, namely that the sweets appeared to be wrapped in
a gold wrapper which was not uncommon for sweet wrappers (paragraphs 14, 16 and 17 of the contested
decision).

28. The Court finds that, in the light of the absence of a clear and precise description of the colour of the
mark applied for by the applicant, the inconsistency of the different descriptions between themselves and with
the colour appearing in the graphic representation of the mark, the lack of any reference to internationally
recognised identification codes and the lack of any request to amend the application so as to clarify the
description of the colours claimed pursuant to Article 44(2) of Regulation No 40/94, the Board of Appeal was
entitled to base its assessment on the dominant colour of the graphic reproduction of the mark in question,
which is gold. Furthermore, in reply to a question from the Court, the applicant admitted at the hearing that
the mark applied for was made up of a cellophane paper in the shape of a sweet wrapper, which was
predominantly gold in colour.

The goods covered by the mark applied for

29. It is clear from Articles 57 to 61 of Regulation No 40/94 that the decisions of examiners are open to
appeal to the Board of Appeal and that any party to proceedings adversely affected by a decision of the
examiner may appeal. Under Rule 48(1) of Regulation No 2868/95, the notice of appeal must contain certain
information including a statement identifying the decision which is contested and the extent to which
amendment or cancellation of the decision is requested'.

30. In the present case, it is not in dispute that the examiner rejected the application to register the mark as a
figurative mark for all the goods covered by that application, namely sweets' falling within Class 30. In its
appeal of 13 March 2001 to the Board of Appeal, the applicant sought the annulment of the examiner's
decision in its entirety. However, in its written statement of 18 May 2001 setting out the grounds of appeal,
the applicant stated, in the alternative, that the list of goods in respect of which registration was sought should
be restricted to caramel sweets
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if the registration of the mark were to be refused because the mark was not sufficiently distinctive, either
inherently or acquired by usage, in respect of sweets ...'.

31. The Board of Appeal held, at paragraph 8 of the contested decision, that the appeal sought, primarily, the
annulment of the examiner's decision on the ground that the mark applied for is distinctive within the meaning
of Article 7(1)(b) of Regulation No 40/94 and, in the alternative, registration of the mark specifically for
caramels' on the basis that it has become distinctive in consequence of the use which has been made of it.
After examining the grounds of the appeal, the Board of Appeal dismissed the appeal in its entirety as
unfounded.

32. In its application to the Court, the applicant, whilst challenging the contested decision as a whole,
criticises the Board of Appeal for refusing registration of the mark applied for solely in respect of caramel
sweets' under Article 7(3) of Regulation No 40/94, following the restriction of the list of goods covered by
the mark under the alternative claim before the Board of Appeal.

33. It should be noted in this connection that under Article 44(1) of Regulation No 40/94, the applicant may
at any time withdraw his Community trade mark application or restrict the list of goods or services contained
therein. Thus, the power to restrict the list of goods or services is vested solely in the applicant for the
Community trade mark who may, at any time, apply to OHIM for that purpose. In that context, the
withdrawal, in whole or part, of an application for a Community trade mark or the restriction of the list of
goods or services it contains must be made expressly and unconditionally (see, to that effect, Case T-219/00
Ellos v OHIM (ELLOS) [2002] ECR II-753, paragraphs 60 and 61).

34. In the present case, it was only in the alternative that the applicant suggested the restriction of the list of
goods covered by the application for the mark to caramel sweets', that is, only if the Board of Appeal were to
reject that application for sweets'. The applicant did not therefore restrict the list of goods expressly and
unconditionally. Accordingly, the limitation in question cannot be taken into consideration (see, to that effect,
ELLOS , paragraph 62).

35. Furthermore, according to the case-law, in order to be taken into consideration, a restriction of the list of
goods or services specified in a Community trade mark application must be made in accordance with certain
detailed rules, on application for amendment of the application filed, in accordance with Article 44 of
Regulation No 40/94 and Rule 13 of Regulation No 2868/95 (Case T-173/00 KWS Saat v OHIM (Shade of
orange) [2002] ECR II-3843, paragraphs 11 and 12, Case T-194/01 Unilever v OHIM (Ovoid tablet) [2003]
ECR II-383, paragraph 13, and Case T-286/02 Oriental Kitchen v OHIM -Mou Dybfrost (KIAP MOU) [2003]
ECR II-0000, paragraph 30).

36. However, those rules have not been complied with in the present case since the applicant only restricted
the goods in question in its written statement of 18 May 2001, in the alternative, without submitting a request
to amend the application to that effect pursuant to those provisions (see, to that effect, Shade of orange ,
paragraph 12).

37. In any event it is clear from paragraph 28 of the contested decision that the Board of Appeal examined
the applicant's proposal, in the alternative, to restrict the list of goods to caramels' and considered that it had
no bearing on the assessment of the inherent distinctive character of the mark applied for or whether that
mark had become distinctive through use. According to the Board of Appeal, whether in respect of sweets or
caramels, its findings that the mark applied for was not registrable on two absolute grounds of refusal are no
less valid.

38. On the basis of the foregoing considerations, the present action must be interpreted as seeking the
annulment of the contested decision for infringement of Article 7(1)(b) of Regulation No 40/94 in respect of
all goods covered by the mark applied for (namely sweets') and for infringement of Article 7(3) of that
regulation in respect of those goods and, in particular, caramel sweets.

© An extract from a JUSTIS database



62002A0402 European Court reports 2004 Page 00000 7

Merits

39. In support of its action, the applicant advances four pleas in law alleging infringement, respectively, of
Article 7(1)(b), Article 7(3), the first sentence of Article 74(1) and Article 73 of Regulation No 40/94.

The first plea in law, alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

40. The applicant submits that the mark applied for possesses the minimum degree of distinctive character
required under Article 7(1)(b) of Regulation No 40/94.

41. First, there is no need for the Board of Appeal's requirement in paragraph 12 of the contested decision
that the mark be striking' or particularly remarkable'. The Board of Appeal erred in accepting that the
configuration of the mark applied for is common, that it is not distinguishable in any significant way from
usual forms and that the colour of the wrapper in question is very widespread in trade. No examples were
given in the contested decision to support those assertions. By contrast, the combination of shape and colour
of the sign applied for is unique on the market and cannot be described as usual'. Furthermore, given the
intensive marketing of the applicant's Werther's Original' (Werther's Echte) caramel sweet, the mark applied for
is firmly fixed in the mind of consumers as obviously a caramel sweet wrapper.

42. Next, the applicant submits that the market for sweets in general and that for caramel sweets in particular
is characterised by a wide range of shapes and colours. The specific configuration of the mark applied for is
particularly easy to recall and is the result of a deliberate choice so as to provide a reference point for the
consumer. The three colours of the mark applied for, which, according to the applicant, the Board of Appeal
incomprehensibly claims not to be able to make out, are apparent merely from looking at the sign in question.
Its centre is gold, whilst its ends, which are twisted, are white and transparent yellow. The contrast between
the transparent sheet and the opaque sheet gives the mark the appearance of being three-coloured and makes
its configuration unusual.

43. Finally, apart from paragraph 28 of the contested decision, the Board of Appeal did not address the
question of the specificity of the caramel sweets' sector, in which the wrappers differ from those of the market
for sweets in general, and even though the applicant proposed in the alternative to the Board of Appeal to
restrict the list of goods covered by the trade mark application to caramels.

44. OHIM joins issue with the applicant's arguments and submits that the mark applied for is devoid of any
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94. Both the shape of the
wrapper and the gold colour observable on the graphic representation of the mark applied for are common on
the market. Accordingly the alleged peculiarities of the mark put forward by the applicant are not likely to be
noticed and remembered by the consumer concerned as an indication of the commercial origin of the goods.

45. Those considerations are valid both for the market for sweets in general and the market for caramels in
particular. Consequently, as the Board of Appeal found at paragraph 28 of the contested decision, the
separation of those two markets is irrelevant for the purposes of assessing the distinctive character of the mark
in question.

Findings of the Court

46. Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character'
are not to be registered. Moreover, Article 7(2) of Regulation No 40/94 states that [p]aragraph 1 shall apply
notwithstanding that the grounds of non-registrability obtain in only part of the Community'.
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47. It must first of all be borne in mind that, according to the case-law, the trade marks covered by Article
7(1)(b) of Regulation No 40/94 are in particular those which, from the point of view of the relevant public,
are commonly used, in trade, for the presentation of the goods or services concerned or in connection with
which there exist, at the very least, specific indicia from which it may be concluded that they are capable of
being used in that manner. Moreover, the signs referred to in Article 7(1)(b) are incapable of performing the
essential function of a trade mark, namely that of identifying the origin of the goods or services, thus enabling
the consumer who acquired them to repeat the experience, if it proves to be positive, or to avoid it, if it
proves to be negative, on the occasion of a subsequent acquisition (Case T-122/01 Best Buy Concepts v
OHIM (BEST BUY) [2003] ECR II-0000, paragraph 20, and Case T-305/02 Nestlé Waters France v OHIM
(Shape of a bottle) [2003] ECR II-0000, paragraph 28).

48. Accordingly, the distinctiveness of a mark may be assessed only, first, in relation to the goods or services
for which registration of the sign has been requested and, second, in relation to the perception which the
relevant public has of it (BEST BUY , paragraph 22, and Shape of a bottle , paragraph 29).

49. As regards the first of the above assessments, it should be borne in mind that the sign claimed consists of
the appearance of the wrapper of the goods in question, namely the representation of a twisted wrapper (shape
of a sweet wrapper) serving as packaging for sweets, and not the shape of the sweet itself (Shape of a bottle ,
paragraph 30).

50. As regards the relevant public, sweets are everyday consumer goods intended for general consumption in
all Community countries. Therefore, in any assessment of the distinctiveness of the mark applied for, account
must be taken of the presumed expectations of an average consumer who is reasonably well informed and
reasonably observant and circumspect (Shape of a bottle , paragraph 33).

51. It should also be observed that the way in which the relevant public perceives trade marks is influenced
by its level of attention, which is likely to vary according to the category of goods or services in question
(Ovoid tablet , paragraph 42, and Shape of a bottle , paragraph 34).

52. It is apparent from the contested decision, in particular from paragraphs 12, 13, 18 and 19 thereof, that
the Board of Appeal's examination of the mark applied for was consistent with the foregoing considerations.

53. Second, it must be observed that Article 7(1)(b) of Regulation No 40/94 makes no distinction between
different categories of mark. Accordingly, it is not appropriate to apply more stringent criteria when assessing
the distinctiveness of figurative marks made up of the faithful representation of the good itself, or, as in the
present case, the shape of the packaging of that good, than in the case of other categories of mark (see, to
that effect, Ovoid tablet , paragraph 44, and Shape of a bottle , paragraph 35).

54. In those circumstances, in order to ascertain whether the combination of the shape and colour of the
packaging at issue may be perceived by members of the public as an indication of origin, the overall
impression produced by that combination must be analysed. That is not incompatible with an examination of
each of the product's individual features in turn (Case T-337/99 Henkel v OHIM (Red and white round tablet)
[2001] ECR II-2597, paragraph 49, and Ovoid tablet , paragraph 54).

55. It must be found that the Board of Appeal did not err in law in finding that the configuration of the mark
in question (twisted wrapper, light brown or gold coloured) did not fundamentally stand out against the other
usual presentations in the trade' (paragraph 14 of the contested decision).

56. The Board of Appeal rightly found at paragraph 15 of the contested decision that the shape
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of the wrapper in question was a normal and traditional shape for a sweet wrapper' and that a large number of
sweets so wrapped could be found on the market'. The same applies in respect of the colour of the wrapper in
question, namely light brown (caramel), or, as is apparent from the graphic representation of the mark applied
for, gold or of a golden hue. Those colours are not unusual in themselves, and neither is it rare to see them
used for sweet wrappers, as the Board of Appeal rightly pointed out at paragraph 16 of the contested decision.
Thus, the Board of Appeal was entitled to find, at paragraph 18 of the contested decision, that, in the present
case, the average consumer perceives the mark not as being, in itself, an indication of the commercial origin
of the product, but as a sweet wrapper, neither more nor less, and that those findings in respect of the lack of
inherent distinctive character of the mark applied for remain valid even if the goods covered by it were to be
caramels' alone (see paragraph 28 of the contested decision).

57. Accordingly, the characteristics of the combination of shape and colour of the mark applied for are not
sufficiently different from those of the basic shapes commonly used for wrappers for sweets or caramels and
therefore they are not likely to be remembered by the relevant public as indicators of commercial origin. The
twisted wrapper (shape of a sweet wrapper), in light brown or gold, is not substantially different from the
wrappers of the goods in question (sweets, caramels), which are commonly used in trade, thus coming
naturally to mind as a typical wrapper shape for those goods.

58. The reference in paragraphs 14 to 17 and 28 of the contested decision, to the usual practice in trade for
sweets and caramels, without specific examples of that practice being given, does not undermine the
assessment of the Board of Appeal as to the lack of inherent distinctive character of the mark applied for. In
finding that the combination of shape and colour of the mark applied for was not unusual in trade, the Board
of Appeal based its analysis essentially on facts arising from practical experience generally acquired from the
marketing of general consumer goods, such as sweets or caramels, which are likely to be known by anyone
and are in particular known by the consumers of those goods (see, by analogy, Case T185/02 Ruiz-Picasso
and Others v OHIM - DaimlerChrysler (PICARO) [2004] ECR II-0000, paragraph 29).

59. Third, it should be stressed that, contrary to the applicant's allegations, the cost of producing the wrapper
shape in question does not constitute one of the relevant criteria for assessing the distinctive character of the
mark, within the meaning of Article 7(1)(b) of Regulation No 40/94. A shape devoid of distinctive character,
such as the wrapper in the present case, cannot acquire such character on account of the cost of its
production.

60. Fourth, the Board of Appeal was entitled to refer, at paragraphs 19 and 20 of the contested decision, to
the risk of monopolisation of the wrapper in question for sweets, since its findings confirmed the lack of
distinctive character of that wrapper for those goods in reflecting the general interest underlying the absolute
ground for refusal founded on Article 7(1)(b) of Regulation No 40/94.

61. Lastly, the applicant's allegation that the wrapper shape in question is firmly fixed in the mind of
consumers as a mark because of the intensive marketing of the Werther's Original' caramel sweet in that
wrapper shape must also be rejected. Even if it were proven, such marketing could only be taken into account
for the purposes of assessing whether or not the mark applied for had become distinctive in consequence of
the use made of it; it could not be taken into account for assessing the inherent distinctive character of the
mark.

62. It follows from all the foregoing considerations that the mark applied for, as it is perceived by the average
consumer who is reasonably well informed and reasonably observant and circumspect, does not enable the
goods in question to be identified and distinguished from those of a different commercial origin. Therefore, it
is devoid of distinctive character with respect to those goods.
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63. It follows that the first plea in law alleging infringement of Article 7(1)(b) of Regulation No 40/94 must
be rejected as unfounded.

The second plea in law, alleging infringement of Article 7(3) of Regulation No 40/94

Arguments of the parties

64. The applicant submits that the mark applied for must be registered on the ground that, particularly for
caramel sweets, it has become distinctive in consequence of the use which has been made of it.

65. In order to establish use and trade acceptance of the mark, the Board of Appeal should have examined the
situation of the relevant market and the specific history of the wrappers in general. Given the history, the
market situation, the actual distribution figures for the product and the results of surveys carried out, it
appears that there is in fact trade acceptance of the mark applied for. The Board of Appeal failed to have
regard to the fact that consumers can perceive the wrapper separately from the other marks appearing on it
and regard it as an indication of origin.

66. The applicant submits in this connection that it deliberately uses the mark applied for as a recognition
factor for its Werther's Original' sweet, which has been well known for decades, so that in its advertising the
mark applied for is always shown in large format and very clearly highlighted. Moreover, the consumer
perceives the colours and shapes before being able to make out clearly any writing. That is particularly so in
the present case, since, because of the choice of colours, the writing on the wrapper barely stands out from
the colour of the mark applied for. Therefore only the consumer's visual perception is relevant, as the
Bundesgerichtshof (Federal Court of Justice) (Germany) accepted in its judgment of 5 April 2001, but which
the Board of Appeal did not take into account.

67. According to the applicant, the sales figures submitted to the Board of Appeal suffice to prove use of the
mark applied for. It was not necessary to produce comparative figures to determine the market share, in
particular because the sales figures were corroborated by the results of surveys carried out in different Member
States. Those surveys show a high degree of product awareness (between 59.4% and 85% in the various
Member States of the European Union). The acceptance of a mark through use should be assessed on the
basis of the extent to which it is recognised and not its position on the market in relation to rival products.

68. Lastly, the applicant states that it is ready to provide further information, to cite witnesses and to adduce
expert evidence in order to demonstrate use of the mark applied for, if the Court considers it relevant to do
so.

69. OHIM, referring to the criteria for the assessment as to whether a mark has become distinctive through
use, as set out in the case-law, submits, first, that whilst it is true that sweet wrappers may serve as an
indication of origin, as a result of the use which has been made of them, nevertheless, in the present case, the
necessary conditions in that regard have not been met.

70. According to OHIM, the examiner and the Board of Appeal were entitled to find that the evidence
submitted by the applicant did not suffice to show that the mark applied for had become distinctive in
consequence of the use which had been made of it.

71. First, the sales figures put forward by the applicant do not suffice since they do not show the total
volume of the market for the goods to be taken into consideration or an estimate of the sales of rival
companies. In the case of mass goods such as those in the present case, the determining factor is the market
share and not the sales figures alone, which are insufficient to show that the mark is known.

72. Second, the advertising expenses of DEM 27 729 000 incurred by the applicant in 1998 and between
DEM 10 000 000 and approximately DEM 17 500 000 incurred from 1994 to 1997 in several Member
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States of the European Union are not probative either. From the table produced by the applicant in support of
that allegation, it is not possible to determine what the expenses were incurred for, namely whether for the
Werther's Original' sign, for the shape of the sweet, for its wrapper or for any other purpose. Moreover, those
indications are of little use in the absence of evidence as to the volume of advertising in respect of the market
for the goods in question.

73. Lastly, the polls carried out in the seven Member States of the European Union and in Norway refer to
the signs WERTHER'S', Werther's Original' or W.O.' and contain no reference to the wrapper in question.
Accordingly, no evidence has been adduced to show that the applicant has succeeded in making the public
aware of the wrapper in question. Moreover, use has to be shown in all Member States or regions of the
Community in which the ground of refusal exists. The documents submitted by the applicant do not refer to
sizeable markets such as France and Italy. Furthermore, it is not sufficient to prove use of a certain product
shape in order for Article 7(3) of Regulation No 40/94 to apply but it is necessary above all to show that the
circumstances of that use are such that the shape in question has the character of a mark (Case C-299/99
Philips [2002] ECR I-5475, paragraph 65).

74. Second, OHIM considers that the restriction of the list of goods in question to caramels alone, advanced
in the alternative by the applicant before the Board of Appeal, can have no bearing on the assessment whether
the mark applied for has become distinctive through use.

75. Lastly, the applicant's offer to adduce further evidence to show use of the mark cannot be accepted. The
purpose of actions before the Court is to obtain a review of the legality of decisions of OHIM's Boards of
Appeal as referred to in Article 63 of Regulation No 40/94, and evidence adduced before the Court for the
first time should therefore be rejected without an assessment of its probative value (Case T-237/01 Alcon v
OHIM - Dr. Robert Winzer Pharma (BSS) [2003] ECR II-411, paragraphs 61 and 62). Accordingly, a fortiori
, the Court cannot ask the applicant to adduce fresh evidence.

Findings of the Court

76. Under Article 7(3) of Regulation No 40/94, the absolute grounds for refusal laid down in Article 7(1)(b)
to (d) of that regulation do not preclude registration of a mark if, in relation to the goods or services for
which registration is requested, it has become distinctive in consequence of the use which has been made of
it. In the circumstances referred to in Article 7(3) of Regulation No 40/94, the fact that the sign which
constitutes the mark in question is actually perceived by the relevant section of the public as an indication of
the commercial origin of a product or service is the result of the economic effort made by the trade mark
applicant. That fact justifies putting aside the public-interest considerations underlying Article 7(1)(b) to (d),
which require that the marks referred to in those provisions may be freely used by all in order to avoid
conceding an unjustified competitive advantage to a single trader (see to that effect, Case T-323/00 SAT.1 v
OHIM (SAT.2) [2002] ECR II-2839, paragraph 36, and Case T-399/02 Eurocermex v OHIM (Shape of a beer
bottle) [2004] ECR II-0000, paragraph 41).

77. First, it is clear from the case-law that the acquisition of distinctiveness through use of a mark requires
that at least a significant proportion of the relevant section of the public identifies the products or services as
originating from a particular undertaking because of the mark. However, the circumstances in which the
condition as to the acquisition of distinctiveness through use may be regarded as satisfied cannot be shown to
exist solely by reference to general, abstract data, such as specific percentages (see, by analogy, Joined Cases
C-108/97 and C109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 52, Philips , paragraphs 61 and
62, and Shape of a beer bottle , paragraph 42).

© An extract from a JUSTIS database



62002A0402 European Court reports 2004 Page 00000 12

78. Second, in order to have the registration of a mark accepted under Article 7(3) of Regulation No 40/94,
the distinctive character acquired in consequence of the use of that mark must be demonstrated in the part of
the European Union where it was devoid of any such character under Article 7(1)(b), (c) and (d) of that
regulation (Case T-91/99 Ford Motor v OHIM (OPTIONS) [2000] ECR II-1925, paragraph 27, and Shape of a
beer bottle , paragraphs 43 and 47).

79. Third, in assessing, in a particular case, whether a mark has become distinctive through use, account must
be taken of factors such as, inter alia, the market share held by the mark, how intensive, geographically
widespread and long-standing use of the mark has been, the amount invested by the undertaking in promoting
the mark, the proportion of the relevant class of persons who, because of the mark, identify goods as
originating from a particular undertaking and statements from chambers of commerce and industry or other
trade and professional associations. If, on the basis of those factors, the relevant class of persons, or at least a
significant proportion thereof, identifies goods as originating from a particular undertaking because of the trade
mark, it must be concluded that the requirement for registering the mark laid down in Article 7(3) of
Regulation No 40/94 is satisfied (Windsurfing Chiemsee , paragraphs 51 and 52; Philips , paragraphs 60 and
61, and Shape of a beer bottle , paragraph 44).

80. Fourth, the distinctiveness of a mark, including distinctiveness acquired through use, must also be assessed
in relation to the goods or services in respect of which registration is applied for and in the light of the
presumed perception of an average consumer of the category of goods or services in question, who is
reasonably well informed and reasonably observant and circumspect (see, to that effect, Philips , paragraphs 59
and 63).

81. It is in the light of those considerations that it is necessary to examine whether, in the present case, the
Board of Appeal erred in law in rejecting the applicant's argument alleging that the mark applied for should
have been registered for the goods in question and, in particular, for caramels, under Article 7(3) of
Regulation No 40/94.

82. First, in relation to the applicant's arguments based on the sales figures for the products concerned in the
Community from 1994 to 1998, the Board of Appeal was entitled to find that they were not such as to
demonstrate that in the present case the mark applied for had become distinctive in consequence of the use
which had been made of it.

83. In paragraph 25 of the contested decision, the Board of Appeal found to the appropriate legal standard
that the figures in question did not enable it to assess the share of the relevant market held by the applicant
in respect of the mark applied for. In spite of the information as to the number of units and the tonnes of
sweets sold in the wrapper in question shown by those figures, a realistic assessment of [the applicant's]
market strength is impossible in the absence of data on the total volume of the relevant product market or
assessments of the sales of competitors with which the applicant's figures could be compared'. In those
circumstances, the Board of Appeal was entitled to conclude, in the same paragraph of the contested decision,
that, even if the figures referred to above did allow an assessment to be made of the applicant's share of the
relevant market in respect of the mark applied for, they would not necessarily prove that it was the twisted
gold wrapper that the consumers concerned perceived as the indication of origin'. That assessment is
confirmed by the fact that, whilst it is true that the sales figures in question prove that the caramel sweet
Werther's Original' was sold by the applicant on the relevant market, they do not however prove that the
wrapper shape in question was used as a mark to describe the product concerned.

84. Next, the Board of Appeal was also entitled to consider that the advertising costs incurred by the applicant
raised the same problems as the sales figures referred to above. Thus, at paragraph 26 of the contested
decision, the Board of Appeal pointed out that the information put forward by the applicant concerning those
costs were of little use in so far as there was no evidence as
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to the volume of advertising in the product market'. Moreover, as OHIM rightly points out, it is not possible,
in the light of the table produced by the applicant concerning the advertising costs in question, to determine
on what basis those costs were incurred, namely for the Werther's Original' sign, for the product shape, for its
wrapper or for any other purpose. Accordingly, that advertising material cannot constitute evidence of the use
of the mark as applied for nor evidence that the relevant section of the public perceives that mark as
indicating the commercial origin of the products in question (Shape of a bottle , paragraph 51).

85. Furthermore, as the Board of Appeal found in the same paragraph of the contested decision, the costs in
question were not very high in a large number of Member States of the European Union', adding that those
figures [were] completely missing for certain Member States'. Those costs did not cover all the Member States
of the European Union in any year of the reference period (1994-1998).

86. It should be noted in that regard that the contested decision contains no finding as to the part of the
Community in which the mark applied for is devoid of any distinctive character. However, in the case of
marks other than word marks, such as that under consideration in this case, it must be assumed that the
assessment of their distinctiveness will be the same throughout the Community, unless there are specific
indicia to the contrary. As the documents before the Court in this case do not show this to be the case, it
must be held that there is an absolute ground for refusal under Article 7(1)(b) of Regulation No 40/94 in
relation to the mark applied for throughout the Community. That mark must therefore have become distinctive
through use throughout the Community in order to be registrable under Article 7(3) of that regulation (Shape
of a beer bottle , paragraph 47; see, also, OPTIONS , paragraph 27).

87. In those circumstances, the advertising costs referred to above cannot in any event constitute proof that, in
the whole Community and for the period 1994-1998, the relevant public or at least a substantial part of it
perceived the mark applied for as indicative of the commercial origin of the goods in question.

88. Lastly, as regards the results of the surveys submitted to the Board of Appeal as evidence of the
acceptance of the WERTHER'S', Werther's Original' or W.O.' signs for the caramel sweets marketed by the
applicant, the Board of Appeal rightly found at paragraph 27 of the contested decision that the surveys in
question carried out in various Member States of the European Union contain no evidence as to the
distinctiveness of the gold twisted wrapper' but relate solely to awareness of the name Werther's Original'. It
should also be added that those surveys were not carried out in all Member States of the Community and that
therefore they cannot in any event constitute evidence of acceptance of the sign in question as a trade mark
throughout the Community (see paragraphs 78 and 86 above).

89. It follows from the foregoing considerations that the applicant has not shown that the mark applied for has
become distinctive throughout the Community in consequence of the use which has been made of it, within
the meaning of Article 7(3) of Regulation No 40/94, either in respect of caramel sweets or sweets in general.

90. It follows that the second plea in law must also be rejected as unfounded and there is no need to order
the measures of inquiry sought by the applicant.

The third plea in law, alleging infringement of the first sentence of Article 74(1) of Regulation No 40/94

Arguments of the parties

91. The applicant alleges an infringement by the Board of Appeal of the first sentence of Article 74(1) of
Regulation No 40/94 under which OHIM is required to examine the facts of its own motion.
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There is no indication of the basis for the Board of Appeal's findings of fact set out in paragraphs 14 to 16
and 28 of the contested decision in relation to the allegation that the configuration of the mark in question
was usual. Furthermore, the applicant considers that OHIM ought to have carried out an additional
investigation of proof of acceptance of the mark applied for.

92. OHIM submits that, as is apparent from paragraphs 14 to 16 of the contested decision, practical
experience shows that the shape and colour of the wrapper in question are usual. Furthermore, a separation of
the market for sweets in general from that for caramels is irrelevant, both from the point of view of Article
7(1)(b) of Regulation No 40/94 and from that of Article 7(3) of that regulation.

93. It adds that it is not bound to examine facts showing that the mark claimed has become distinctive
through use for the purposes of Article 7(3) of Regulation No 40/94 unless the applicant has pleaded them.
Neither is it required to carry out further examination of its own motion as to the acceptance of the wrapper
shape in question (Case T-247/01 eCopy v OHIM (ECOPY) [2002] ECR II-5301, paragraphs 47 and 48).

Findings of the Court

94. The applicant alleges that the Board of Appeal infringed the first sentence of Article 74(1) of Regulation
No 40/94, which states that in proceedings before it [OHIM] shall examine the facts of its own motion'. First,
the Board of Appeal did not substantiate its findings set out in paragraphs 14 to 16 and 28 of the contested
decision as to the usual' character of the mark applied for. Second, the Board of Appeal should have carried
out further investigation of proof of use of the mark applied for.

95. The first complaint should be rejected as unfounded on the basis of the considerations set out when
assessing the first plea in law, and in particular, in paragraphs 55 to 58 above.

96. As regards the second complaint, it should be noted that, according to the case-law on Article 7(3) of
Regulation No 40/94, although there is no rule stipulating that the examination by OHIM (that is, by the
examiner or the Board of Appeal, as the case may be) must be limited to the facts pleaded by the parties,
unlike the rule stated at the end of Article 74(1) of the regulation with regard to the relative grounds for
refusal, none the less, if the applicant for a mark does not plead distinctiveness acquired through use, OHIM
is in practical terms unable to take account of the fact that the mark claimed may have become distinctive.
Accordingly it must be held that, under the maxim ultra posse nemo obligatur (no one is obliged to do the
impossible), and notwithstanding the rule in the first sentence of Article 74(1) of Regulation No 40/94
whereby OHIM shall examine the facts of its own motion', OHIM is not bound to examine facts showing that
the mark claimed has become distinctive through use within the meaning of Article 7(3) of Regulation No
40/94 unless the applicant has pleaded them (ECOPY , paragraph 47).

97. In the present case, it is not in dispute that the applicant adduced before OHIM evidence intended to show
that the mark applied for has become distinctive in consequence of the use which has been made of it and on
which the Board of Appeal based its assessment. In those circumstances, OHIM was under no further duty,
and in particular it was under no duty to investigate the case further in that regard in order to compensate for
the lack of probative force of the evidence supplied by the applicant. It follows that the second complaint
must be rejected as unfounded and also the third plea in law in its entirety.

The fourth plea in law, alleging infringement of Article 73 of Regulation No 40/94 and of the right to be
heard

Arguments of the parties
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98. The applicant submits that it was not given the necessary opportunity to present its comments, contrary to
the requirement under Article 73 of Regulation No 40/94. It considers that the Board of Appeal did not take
into consideration all documents that it had adduced for the purposes of establishing that the mark applied for
had become distinctive in consequence of the use which has been made of it. The offer made by the applicant
in its letter of 5 October 1998 (cited at paragraph 6 above) to adduce further evidence, if required, in
particular as regards the extent of the use of the mark, was not taken into account either. The applicant offers
to provide further evidence to demonstrate acceptance of the mark, if the Court should consider it relevant.

99. OHIM replies that it is apparent from the contested decision that the Board of Appeal considered all the
evidence submitted by the applicant (surveys, turnover figures, and advertising costs) and that it rightly found
that they failed to demonstrate that the mark applied for had become distinctive in consequence of the use
which had been made of it. Furthermore, OHIM was not required to accept the applicant's offer. Lastly, the
applicant's offer to adduce fresh evidence before the Court should be rejected.

Findings of the Court

100. Article 73 of Regulation No 40/94 states that decisions of OHIM are to be based only on reasons or
evidence on which the parties concerned have had an opportunity to present their comments.

101. First, the applicant's argument alleging that the Board of Appeal failed to take into consideration all the
documents produced in order to prove use of the mark applied for should be rejected as founded on a false
premiss. It is apparent from paragraphs 24 to 29 of the contested decision that all that evidence was examined
by the Board of Appeal, but that it was not considered sufficient to show that the mark applied for had
become distinctive through use. Furthermore, since the applicant itself had produced the documents in
question, it could clearly make a finding on them, and on their relevance.

102. The applicant's second complaint cannot be upheld either.

103. It is common ground between the parties that the applicant provided the examiner with a list setting out
the sales volumes for the Werther's Original' caramel sweet, expressed in tonnes for the years 1993 to 1997,
in various Member States of the European Union (see paragraph 4 of the contested decision). The examiner
found that the applicant's turnover did not enable it to be inferred that the consumer recognised the sweets
from their wrapper and associated them with a single undertaking' and that in the absence of comparable
turnover figures for competitors or information on the market as a whole, it [was] impossible to assess the
turnover figures' (see the second indent of paragraph 5 of the contested decision).

104. However, before the Board of Appeal the applicant adduced no evidence comparing its market share and
that of its competitors. By contrast, it produced similar tables on sales figures for that sweet in the 1994-1998
period and other evidence (surveys, advertising costs) which, in its view, demonstrate acceptance of the mark.

105. In those circumstances it cannot be claimed that the departments of OHIM, and in particular, the Board
of Appeal, based their decision on grounds on which the applicant had not been given an opportunity to
present its comments. That complaint must therefore be rejected.

106. Lastly, the applicant's offer to provide the Court, if necessary, with further evidence to show acceptance
of the mark applied for must also be rejected. It suffices to point out in this connection that, pursuant to the
case-law, evidence that was not produced as part of the administrative procedure before OHIM cannot be used
to contest the validity of the contested decision of the Board of Appeal (see Shape of a beer bottle ,
paragraph 52, and the case-law cited).
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107. Accordingly, the fourth plea in law must also be rejected.

108. In the light of all the foregoing considerations, the present action must be dismissed.
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Three-dimensional trade mark - Shape of a bottle - Long-neck bottle in the neck of which a slice of

lemon has been plugged - Absolute grounds for refusal - Distinctive character - Article 7(1)(b) of
Regulation (EC) No 40/94. Case T-399/02.

In Case T-399/02,

Eurocermex SA, established in Evere (Belgium), represented by A. Bertrand and T. Reisch, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and A. Rassat, acting as Agents,

defendant,

APPLICATION for annulment of the decision of the First Board of Appeal of the OHIM of 21 October 2002
(Case R 188/2002-1) concerning an application for registration of a three-dimensional trade mark (long-neck
bottle in the neck of which a slice of lemon has been plugged) as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on

31 December 2002,

having regard to the response lodged at the Registry of the Court of First Instance on

24 April 2003,

further to the hearing on

25 November 2003,

gives the following

Judgment

Costs

56. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
the defendant has asked for costs, it must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 27 November 1998, the applicant, which markets and distributes the Mexican beer CORONA' in
Europe, filed an application for a Community trade mark at the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (the Office') under Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which the application for registration was made is a three-dimensional shape,
claiming the colours yellow and green. The graphic representation included in the annex to the application for
registration of the mark (reproduced in black and white below) shows that it consists of a clear bottle, filled
with a yellow liquid, with a long neck in which a slice of lemon with a green skin has been plugged.

>image>0

3. The goods and services for which registration of the trade mark was applied for come within Classes 16,
25, 32 and 42 of the Nice Agreement concerning the International Classification of Goods and Services for
the Purpose of the Registration of Marks of 15 June 1957, as revised and amended, and, in relation to each of
these classes, correspond to t he following description:

- Class 16: Paper, cardboard and goods made from these materials; printed matter, bookbinding materials,
photographs; stationery; adhesives for stationery or household purposes; office requisites, except furniture;
plastic materials for packaging (not included in other classes); printers' type; printing blocks';

- Class 25: Clothing of all kinds, undershirts, shorts and all kinds of trousers; footwear of all kinds; headgear
of all kinds';

- Class 32: Beers, mineral and aerated waters, fruit juices';

- Class 42: Restaurants, bars, snack bars'.

4. By letter of 18 October 1999, the examiner notified the applicant that she was of the opinion that the trade
mark applied for was devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation
No 40/94.

5. By letter of 17 February 2000, sent by fax on 22 February 2000, the applicant submitted observations in
that regard and argued that the word mark CORONA was a well-known one. The letter refers to annexes
attached to it, including an article headed Mexican beer', published in Le Monde newspaper on 31 August
1997. However, those annexes are not included in the Board of Appeal's case-file which has been sent to the
Court.

6. By letter of 25 September 2001, the examiner stated once again that she was of the view that the trade
mark applied for was devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation
No 40/94 and invited the applicant to provide evidence within a period of two months showing that the trade
mark had become distinctive in consequence of the use which had been made of it.

7. By decision of 21 December 2001, the examiner refused, under Article 38 of Regulation No 40/94, the
application for registration as regards the goods and services covered by Classes 32 and 42, on the ground
that the trade mark applied for was devoid of any distinctive character within the meaning of Article 7(1)(b)
of Regulation No 40/94. She noted that the applicant had failed to produce, within the period allowed for that
purpose, evidence showing that the trade mark had become distinctive in consequence of the use which had
been made of it.

8. Pursuant to Article 59 of Regulation No 40/94, on 20 February 2002, the applicant filed notice of an
appeal against the examiner's decision at the Office. By decision of 21 October 2002, notified
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to the applicant on 24 October 2002 (hereinafter the contested decision'), the First Board of Appeal set aside
that part of the decision of the examiner which refused the application for registration of the trade mark for
products described as mineral waters' under Class 32. It dismissed the remainder of the appeal.

Forms of order sought

9. The applicant claims that the Court should:

- amend the contested decision by annulling the examiner's decision as regards beers, mineral and aerated
waters and fruit juices; restaurants, bars and snack bars', and by sending the case back to the examiner for
re-examination;

- order the Office to pay the costs.

10. The Office claims that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

11. In support of its application, the applicant relies on two pleas in law, alleging a breach of Article 7(1)(b)
and Article 7(3) respectively of Regulation No 40/94.

The first plea alleging a breach of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

12. The applicant contests the reasoning of the Board of Appeal in finding that consumers are accustomed to
the shape of the bottle which constitutes the trade mark applied for in respect not only of beers and but also
of aerated waters and fruit juices. According to the applicant, it is only certain Mexican beers that are sold in
bottles of that shape, whereas beers marketed in Europe, apart from some which have successfully been made
the object of infringement proceedings, are presented in bottles of a radically different shape from that which
constitutes the trade mark applied for.

13. As regards fruit juices, the applicant maintains that the traditional fruit juice bottle can be distinguished
from the bottle in question, particularly because of its different size and shorter neck. In relation to aerated
waters, the applicant argues that consumers are not accustomed to 33 cl bottles, such as the bottle in dispute,
as aerated water is normally marketed in bottles of 75 cl or one litre.

14. Lastly, the applicant submits, by reference to a newspaper article, that the fact that a piece of lemon is
plugged in the neck of the bottle constitutes a specific feature of the trade mark applied for, allowing the
relevant section of the public to identify the commercial origin of products designated in that way. The
applicant adds that the Board of Appeal failed to give grounds for its position as regards fruit juices and
aerated waters, in view of the fact that it is not customary to decorate that type of drink with a piece of
lemon.

15. The Office observes that the shape of the bottle constituting the trade mark applied for is commonplace.
With particular respect to the long neck of the bottle in question, the Office states that numerous beers are
marketed in bottles of the same overall shape, and provides some examples in support of that position. As
regards the fact that a slice of lemon is plugged in the neck of the bottle, the Office takes the view that this
merely constitutes the addition of an everyday item and one which is moreover commonly used for certain
kinds of beer. The Office is of the view that the different elements of the trade mark applied for, seen in
isolation, are commonly used for the marketing of the products in question and that there is concrete evidence
to show that those
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elements, seen as a whole, are also commonly used in the sector in question or may be so used.

Findings of the Court

16. Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character' are not to be registered.

17. For a mark to possess distinctive character within the meaning of that provision it must serve to identify
the product in respect of which registration is applied for as originating from a particular undertaking, and
thus to distinguish that product from products of other undertakings (Case C-299/99 Philips [2002] ECR
I-5475, paragraph 35, and Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-3161, paragraph
40).

18. The trade marks covered by Article 7(1)(b) of Regulation No 40/94 are, in particular, those which, from
the point of view of the relevant section of the public, are commonly used, in trade, for the presentation of
the goods or services concerned or with regard to which there exists, at the very least, concrete evidence
justifying the conclusion that they are capable of being used in that manner (Case T-323/00 SAT.1 v OHIM
(SAT.2') [2002] ECR II-2839, paragraph 37, and Case T-194/01 Unilever v OHIM (Ovoid tablet') [2003] ECR
II-383, paragraph 39).

19. A trade mark's distinctiveness must be assessed by reference to, first, the goods or services in respect of
which registration is sought and, second, the perception of the relevant classes of person, who are, generally
speaking, the consumers of those goods or services (Linde and Others , cited in paragraph 17 above,
paragraph 41). That means the presumed expectations of an average consumer of the category of goods or
services in question, who is reasonably well informed and reasonably observant and circumspect (see, by way
of analogy, Case C-210/96 Gut Springenheide and Tusky [1998] ECR I4657, paragraph 31, and Philips , cited
in paragraph 17 above, paragraph 63).

20. The relevant section of the public for the mark applied for comprises all final consumers. Beers, aerated
waters and fruit juices are intended for everyday consumption. The same applies to the services referred to in
the application for registration of the trade mark.

21. As regards the products for which registration of the mark was refused in the present case, namely beers,
aerated waters and fruit juices, the mark applied for is constituted by their container, that is to say by the
bottle, and by an accessory to that container, namely the slice of lemon. Given that those drinks, in common
with other liquids, do not possess a shape of their own, and that in order to be marketed they require to be
contained in a bottle, which confers its own shape on the product, that bottle must, for the purposes of the
examination of an application for registration as a trade mark, be treated as representing the shape of the
product.

22. In that regard, it is clear from case-law that the criteria for assessing the distinctiveness of
three-dimensional shape of product marks are no different from those to be applied to other categories of trade
mark. Article 7(1)(b) of Regulation No 40/94 makes no distinction between different categories of trade mark
for the purposes of assessing their distinctive character (see, as regards the shape of products, Ovoid tablet ,
cited in paragraph 18 above, paragraph 44, and, in relation to Article 3(1) of First Council Directive
(89/104/EEC) of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), Linde and Others , cited in paragraph 17 above, paragraphs 42 to 49).

23. Nevertheless, the perception of the relevant section of the public is not necessarily the same in the case of
a three-dimensional trade mark consisting of the container for a product as it is in the case of a word mark, a
figurative mark or a three-dimensional mark consisting of a sign that bears no relation to the products which
it designates. The average consumer is not in the habit of making assumptions about the origin of products
based on the shape of the container, in the absence
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of any graphic or word element, and it may therefore be difficult to establish the distinctiveness of such a
three-dimensional trade mark (see, by way of analogy, Linde and Others, cited in paragraph 17 above,
paragraph 48; Case C-104/01 Libertel [2003] ECR I-3793, paragraph 65, and Ovoid tablet , cited in paragraph
18 above, paragraph 45).

24. As a liquid product must be in a container in a bottle in order to be marketed, the average consumer will
perceive the bottle above all simply as a form of container. A three-dimensional trade mark consisting of such
a bottle is not distinctive within the meaning of Article 7(1)(b) of Regulation No 40/94 unless it permits the
average consumer of a product of that kind, who is reasonably well informed and reasonably observant and
circumspect, to distinguish the product in question from that of other undertakings without any detailed
examination or comparison and without being required to pay particular attention.

25. As the applicant has applied for registration of a trade mark consisting of several features (a composite
mark), in order to establish whether or not it has a distinctive character it must be considered as a whole.
However, that is not incompatible with an examination of each of the individual features in turn (Ovoid tablet
, cited in paragraph 18 above, paragraph 54).

26. As regards, first, the three-dimensional shape of the mark applied for, this takes the form of a glass bottle,
the upper part of which is lightly tapered and which has a long neck.

27. In that regard, the Board of Appeal rightly made the point at paragraph 13 of the Contested Decision that
not only numerous types of beer, but also aerated waters and fruit juices, are marketed in bottles of a shape
that is very similar to that of the bottle in question. In support of that conclusion, the Office has included a
number of pictures of bottles of beer in the annex to its response. By contrast, the applicant has provided no
evidence to justify its claim that legal proceedings have been brought successfully in respect of the use of
similar bottles for European beers. With respect to aerated waters and fruit juices, it is well known that those
drinks are marketed in bottles of various sizes, and not only in bottles of 75 cl or one litre, as the applicant
claims. Furthermore, the shape of these bottles varies considerably. The three-dimensional shape of the bottle
concerned is therefore commonly used, or is at least capable of being so used, for the presentation of all the
goods in question.

28. With respect, next, to the slice of green lemon, the references to the internet sites set out in the footnote
to paragraph 15 of the contested decision and the additional information provided by the Office in the annex
to its response are sufficient to demonstrate that that feature is commonly used, in trade, for the presentation
of beers. As regards the other products in question, it is well known that lemon is commonly used, in trade,
for the presentation of various types of food. The same applies to the fact that slices or pieces of lemon are
frequently added to aerated waters and to other non-alcoholic drinks at the point of consumption, and that
green lemon is also used in that way. This amounts to concrete evidence that lemon and lime are capable of
being commonly used, in trade, for the presentation of the products concerned.

29. As regards the colours claimed, it is clear from the graphic representation of the mark applied for that
these comprise, on the one hand, the colour of the yellow contents of the bottle, which is itself transparent,
and, on the other, the colours of the green skin and the pulp, of a very light yellow-green colour, of the slice
of lemon. The yellow corresponds to the colour of the beer and of some aerated waters, namely lemonades,
while the two shades of green which appear on the representation of the mark correspond to the natural colour
of the skin and pulp of the green lemon. Furthermore, yellow and green are primary colours which are
commonly used, in trade, for the presentation of all kinds of food, and, more particularly, drink.

30. It follows that the trade mark applied for consists of a combination of features, each of which
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is capable of being commonly used, in trade, for the presentation of the products referred to in the application
for registration and therefore lacks any distinctive character in relation to those products.

31. It is clear from case-law that if a composite mark comprises only features devoid of any distinctive
character in respect of the products and services concerned, it may be concluded that the overall mark is
likewise likely to be commonly used, in trade, to present those goods and services (SAT.2 , cited in paragraph
18 above, paragraph 49). That would only not be the case if concrete evidence, such as, for example, the way
in which the various features are combined, were to indicate that the composite trade mark, taken as a whole,
is greater than the sum of its parts (see, to that effect, the Opinion of Advocate General Ruiz-Jarabo Colomer
in Case C363/99 Koninklijke KPN Nederland [2004] ECR I-0000, paragraph 65).

32. There is no indication that such evidence exists in this case. The trade mark applied for, which is
essentially distinguished by the combination of the three-dimensional shape of a bottle with the colours yellow
and green, together with a slice of green lemon, is capable of being commonly used, in trade, for the
presentation of the products referred to in the application for registration. With more particular reference to the
structure of the mark applied for, which is distinguished by the fact that the slice of lemon is plugged in the
neck of the bottle, it is difficult to imagine other ways of combining those elements in a single
threedimensional form. Furthermore, it represents the only way in which a drink can be decorated with a slice
or a piece of lemon when the drink is consumed directly from the bottle. It follows that the manner in which
the elements of the composite mark in question are combined is not capable of giving it a distinctive
character.

33. It should be added that any differences that may exist between the shape and the colour which constitute
the mark applied for and the shape and the colour of other bottles used as a container for the products
concerned do not alter that conclusion. Seen as a whole, the mark applied for fails to differentiate itself
materially from the ordinary shapes of the containers for the products concerned, which are commonly used in
trade, but instead appears to be a variant of those shapes.

34. The average consumer does not undertake a detailed examination of the shape and colour of the container
in which the drinks concerned are sold, paying only a limited amount of attention to them.

35. Accordingly, the mark applied for, as perceived by the average consumer, who is reasonably well
informed and reasonably observant and circumspect, is not capable of differentiating the products referred to
in the application for registration and of distinguishing them from those of a different commercial origin. It
thus lacks distinctive character in relation to those products.

36. With respect to the services referred to in the application for registration, namely restaurants, bars and
snack bars, it should be noted that the particular aim of those services is the commercialisation of the products
concerned. As was stated above, the mark applied for is capable of being commonly used, in trade, for the
presentation of those products. That is concrete evidence that that mark is also capable of being commonly
used, in trade, for the presentation of those services. It thus lacks a distinctive character in relation to them.

37. The plea alleging a breach of Article 7(1)(b) of Regulation No 40/94 must accordingly be rejected.

The second plea alleging a breach of Article 7(3) of Regulation No 40/94

Arguments of the parties

38. The applicant claims that it has made wide use of the mark applied for in the marketing of CORONA
beer throughout the Community and that that trade mark has been widely promoted in a vigorous, constant
and continuous manner. Therefore, according to the applicant, it is capable of differentiating the products
concerned as being those originating from its undertaking.
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39. In support of its position, the applicant has joined to its application, by way of evidence, first, the
documents previously produced by it as an annex to the written statement setting out grounds of appeal to the
Office of 19 April 2002, secondly, the article headed Mexican beer' which appeared in Le Monde newspaper
and to which it had referred during the examination procedure, thirdly, five photographs of bottles and,
fourthly, an article headed Beer-files'.

40. The Office is of the view that the evidence presented by the applicant during the procedure before the
Board of Appeal is not sufficient to establish that the mark applied for has become distinctive in consequence
of the use which has been made of it and that the evidence produced for the first time when the application
was made to the Court should be rejected.

Findings of the Court

41. Under Article 7(3) of Regulation No 40/94, the absolute grounds for refusal laid down in Article 7(1)(b)
to (d) of that regulation do not preclude registration of a mark if, in relation to the goods or services for
which registration is requested, it has become distinctive in consequence of the use which has been made of
it. In the circumstances referred to in Article 7(3) of Regulation No 40/94, the fact that the sign which
constitutes the mark in question is actually perceived by the relevant section of the public as an indication of
the commercial origin of a product or service is the result of the economic effort made by the trade mark
applicant. That fact justifies putting aside the public-interest considerations underlying Article 7(1)(b) to (d),
which require that the marks referred to in those provisions may be freely used by all in order to avoid
conceding an unjustified competitive advantage to a single trader (SAT.2 , cited in paragraph 18 above,
paragraph 36).

42. First, it is clear from the case-law on the interpretation of Article 3(3) of Directive 89/104, whose
legislative content is essentially the same as that of Article 7(3) of Regulation No 40/94, that the acquisition
of a distinctive character through use of a mark requires that at least a significant proportion of the relevant
section of the public identifies products or services as originating from a particular undertaking because of the
mark. However, the circumstances in which the condition as to the acquisition of a distinctive character
through use may be regarded as satisfied cannot be shown to exist by reference to general, abstract data such
as predetermined percentages (see, to that effect, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I2779, paragraph 52, and Philips , cited in paragraph 17 above, paragraph 61).

43. Secondly, in order to have the registration of a mark accepted under Article 7(3) of Regulation No 40/94,
the distinctive character acquired in consequence of the use of that mark must be demonstrated in the
substantial part of the Community where it was devoid of any such character under Article 7(1)(b), (c) and (d)
of that regulation (Case T91/99 Ford Motor v OHIM (OPTIONS') [2000] ECR II-1925, paragraph 27).

44. Thirdly, in assessing, in a particular case, whether a mark has become distinctive through use, account
must be taken of factors such as inter alia the market share held by the mark, how intensive, geographically
widespread and long-standing use of the mark has been, and the amount invested by the undertaking in
promoting the mark. Appropriate evidence in that regard includes statements from chambers of commerce and
industry or other trade and professional associations and opinion polls (see, to that effect, Windsurfing
Chiemsee , cited in paragraph 42 above, paragraphs 51 and 53, and Philips , cited in paragraph 17 above,
paragraph 60).

45. Fourthly, a mark must have become distinctive through use before the application for registration was filed
(Case T-247/01 eCopy v OHIM (ECOPY') [2002] ECR II-5301, paragraph 36).

46. It is in the light of those matters that it must be considered whether, in this case, the Board of Appeal
infringed Article 7(3) of Regulation No 40/94 in taking the view that the mark applied
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for could not be registered under that provision.

47. The Contested Decision contains no finding as to the part of the Community in which the mark applied
for is devoid of any distinctive character. However, in the case of non-word marks such as that under
consideration in this case it may be assumed that the assessment of distinctiveness of their character will be
the same throughout the Community, unless there is concrete evidence to the contrary. As the documents
before the Court in this case do not show that such evidence exists, it must be held that there is an absolute
ground for refusal under Article 7(1)(b) of Regulation No 40/94 in relation to the mark applied for throughout
the Community. That mark must therefore have become distinctive through use throughout the Community in
order to be registrable under Article 7(3) of that regulation.

48. During the administrative procedure before the Office, the applicant claimed in its written statement setting
out the grounds of appeal of 19 April 2002 that the mark applied for had become distinctive through use
throughout the Community and produced the annual report on sales and exports of the Mexican company
Grupo Modelo SA de CV for 1999, advertising material and photographs of bottles.

49. It should therefore be considered whether the Board of Appeal was correct in holding that the evidence
produced to it was not sufficient to establish that when the application was lodged the mark applied for had
become distinctive through use.

50. As regards, first, the report on sales and exports of the Mexican company Grupo Modelo SA de CV for
1999, the Office has rightly pointed out that not all of the bottles appearing in it are identical to those
comprised in the mark applied for and that they all bear a label on which appear words such as corona',
corona extra', coronita' or even estrella'. The financial results for the years 1990 to 1999 which are set out at
pages 4 and 5 of that document do not distinguish between the different trade marks used by that company or
between different geographical markets. The passages in the document which relate to the European market
merely contain general and non-detailed statements that the position of the trade marks used by the company
Grupo Modelo SA de CV had strengthened in 1999 in France, Italy, Belgium, Germany and Greece and in
other countries, that it had benefited from a significant increase in Austria and that market share had improved
in the United Kingdom. Dealing more specifically with the Spanish market, the document essentially states
that significant advertising campaigns had been undertaken and that the volume of sales had increased by 12%
compared to 1998, thus strengthening the position of the Coronita mark as the holder of the largest market
share among imported beers. On the other hand, the document does not provide any precise information as to
the market share held by the mark applied for and as to amounts invested by the company to promote it. It
cannot therefore be deduced from that document that at least a significant part of the relevant section of the
public within the Community perceives the mark applied for as indicating the commercial origin of the
products and services in question.

51. The same applies to the advertising material produced by the applicant, as it does not enable any
substantive conclusion to be reached in relation to the matters referred to in paragraph 44 above. Furthermore,
the advertising material produced by the applicant contains no evidence relating to the use of the mark in the
form applied for. In all of the pictures produced, the representation of the shape and colours applied for is
accompanied by word marks used by the applicant. Accordingly, that material cannot amount to evidence that
the relevant section of the public perceives the mark applied for, in itself and independently of the word and
figurative marks with which it is accompanied in the advertising and at the point of sale, as indicating the
commercial origin of the products and services in question.

52. It should be added that the applicant cannot rely on evidence produced by it for the first time in the
annex to the application in order to show that the mark applied for had become distinctive.
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The Board of Appeal is only under a duty to have regard to evidence that may be relevant to the assessment
of whether a mark has become distinctive through use if the applicant for the mark has produced that material
as part of the administrative procedure before the Office (ECOPY , cited in paragraph 45 above, paragraph
47). Accordingly, the evidence that was not produced as part of the administrative procedure before the Office
cannot be used to contest the validity of the Contested Decision.

53. As regards, lastly, the article headed Mexican beer' which appeared in Le Monde newspaper, to which the
applicant referred in the examination procedure, although it is not clear from the documents before the Court
whether it was produced before the Office, it is sufficient to note that that article refers only to the French
market and accordingly does not show that the mark applied for has become distinctive throughout the
Community.

54. The applicant has therefore failed to establish that the mark applied for has become distinctive throughout
the Community in consequence of the use that was made of it in terms of Article 7(3) of Regulation No
40/94. The second plea, alleging a breach of that provision, must accordingly be rejected.

55. It follows that the action must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2004. August Storck KG v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Three-dimensional mark - Shape of a sweet - Absolute grounds for refusal - Article 7(1)(b) of

Regulation (EC) No 40/94 - Distinctive character acquired through use - Article 7(3) of Regulation (EC)
No 40/94. Case T-396/02.

In Case T-396/02,

August Storck KG, established in Berlin, represented by H. Wrage-Molkenthin, T. Reher, A. Heise and I.
Rohr, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade marks and Designs) (OHIM), represented by B. Müller
and G. Schneider, acting as Agents,

defendant,

ACTION for annulment of the decision of the Fourth Board of Appeal of OHIM of 14 October 2002 (Case R
187/2001-4), refusing registration of a threedimensional mark comprised of the shape of a lightbrown sweet,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Court Registry on

27 December 2002,

having regard to the response lodged at the Court Registry on

14 April 2003,

following the hearing on

16 June 2004,

gives the following

Judgment

Costs

69. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and the
defendant has asked for costs, the applicant must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;
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2. Orders the applicant to pay the costs.

Background to the dispute

1. On 30 March 1998 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is a three-dimensional shape representing a
light-brown sweet, reproduced below:

>image>0

>image>1

3. The goods in respect of which registration of the trade mark was sought are in Class 30 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as amended, and correspond to the following description:
Confectionery'.

4. By decision of 25 January 2001 the examiner refused the application on the ground that the mark applied
for was devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94.
Moreover, he found that the mark in question had not become distinctive in consequence of the use which
had been made of it.

5. On 14 February 2001 the applicant filed a notice of appeal against the examiner's decision at OHIM under
Article 59 of Regulation No 40/94. By that appeal, the applicant sought the partial amendment of the
examiner's decision and the registration of the mark in respect of confectionery, namely caramel sweets'. In its
written statement of 14 May 2001 setting out the grounds of the appeal, the applicant by contrast sought
annulment of the examiner's decision in its entirety and, in the alternative, stated that the list of goods in
respect of which registration of the mark was sought [should] be limited to caramel sweets if registration of
the mark [were] refused on the ground of lack of distinctive character... both inherent [to the mark] and
acquired through use of the mark in respect of confectionery.'

6. By decision of 14 October 2002 (the contested decision'), notified to the applicant by fax on 18 October
2002 and by registered letter of 31 October 2002, the Fourth Board of Appeal of OHIM dismissed the appeal
on the ground that the mark applied for was devoid of any distinctive character within the meaning of Article
7(1)(b) of Regulation No 40/94 and furthermore could not be registered under Article 7(3) of that regulation.

7. The Board of Appeal essentially found that the combination of the shape and colour of the mark applied
for did not intrinsically provide any indication of the origin of the product in question, namely confectionery.
Moreover, it considered that the evidence adduced by the applicant did not prove that the mark applied for
had become distinctive in consequence of the use that had been made of that mark, in respect in particular of
caramel sweets.

Procedure and forms of order sought by the parties

8. By letter lodged at the Registry of the Court on 21 May 2003, the applicant applied, pursuant to Article
135(2) of the Rules of Procedure of the Court of First Instance, for permission to lodge a reply. The President
of the Fourth Chamber of the Court of First Instance refused to grant that permission.

9. The applicant claims that the Court should:

- annul the contested decision;
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- order OHIM to pay the costs.

10. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Subject-matter of the dispute

Arguments of the parties

11. Without referring expressly to the subject-matter of the present dispute, the applicant criticises the
contested decision by pointing out that, following the restriction which it claims to have made to the list of
goods covered by the trade mark application by the alternative submissions made in its written statement of
14 May 2001, the only relevant market in the present case is the specific market for caramel sweets' and not
that for sweets in general'.

12. OHIM submits that given the purpose of the application, which sought the registration of the mark in
question in respect of confectionery', and the contradictory nature of the relief sought by the applicant in its
appeal to the Board of Appeal and in the written statement setting out the grounds of that appeal (see
paragraph 5 above), the Board of Appeal was right to interpret the contradictory wording of the applicant's
submissions as a challenge to the examiner's decision in its entirety. Further, as the examiner rejected the
application in respect of confectionery' in general and not in respect of confectionery, namely caramel sweets'
or caramel sweets', the applicant could not restrict the scope of its action to that subject-matter since the
examiner's decision in that respect was indivisible'.

13. Furthermore, according to OHIM, the restriction of the list of goods as proposed by the applicant in the
alternative in its written statement of 14 May 2001 has no bearing on the proceedings. The applicant cannot
restrict its list of goods in the alternative should it fail to obtain the primary relief it seeks (Case T-219/00
Ellos v OHIM (ELLOS) [2002] ECR II-753).

14. Consequently, OHIM submits that the subject-matter of the dispute before the Board of Appeal was the
rejection of the applicant's application for a trade mark in respect of confectionery (Class 30) and that the
subject-matter of the dispute in the present proceedings is the contested decision, issued by the Board of
Appeal, which correctly reviewed the rejection of the trade mark application.

Findings of the Court

15. It is clear from Articles 57 to 61 of Regulation No 40/94 that an appeal lies from decisions of the
examiners to the Board of Appeal and that any party to proceedings resulting in a decision of the examiner
may appeal against that decision if the decision adversely affects that party. Under Rule 48(1) of Commission
Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1),
the notice of appeal is to contain certain information including a statement identifying the decision which is
contested and the extent to which amendment or cancellation of the decision is requested'.

16. In the present case, it is not in dispute that the examiner rejected the applicant's trade mark application in
respect of all goods covered by it, namely confectionery' within Class 30. The applicant restricted the scope of
its appeal brought before the Board of Appeal on 14 February 2001 by not challenging the refusal of its trade
mark application in respect of confectionery, namely caramel sweets'. It thus sought partial amendment of the
examiner's decision and registration of its mark in respect of confectionery, namely caramel sweets'. However,
in its written statement of 14 May 2001 setting out the grounds of its appeal, the applicant sought, as its
primary relief, annulment of the examiner's decision in its entirety and it stated in the alternative that the list
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of goods covered by the mark sought should be restricted to caramel sweets' alone if registration of the mark
were refused on grounds of lack of distinctive character, whether inherent to the mark or acquired in
consequence of its use, in respect of confectionery'. According to the applicant, it is quite simply impossible
to deny that the shape of the mark proposed for registration has acquired a sufficiently distinctive character
through its use in respect of caramel sweets.

17. The Board of Appeal found in paragraph 6 of the contested decision that the primary relief sought on
appeal was the amendment of the examiner's decision and the publication of the trade mark in respect of
confectionery' without restriction on the ground that the mark applied for is distinctive within the meaning of
Article 7(1)(b) of Regulation No 40/94 and, in the alternative, registration of the mark, in particular in respect
of caramels', on the ground that the mark has become distinctive through use. After examining the arguments
advanced on appeal, the Board of Appeal dismissed it in its entirety as unfounded.

18. In the form of order sought and in certain passages of its application to the Court, the applicant seeks
annulment of the contested decision in its entirety. However, in other passages in the application (see, in
particular, paragraphs 20, 21 and 30), the applicant states that, in the light of the restriction of the list of
goods which it had envisaged in its written statement of 14 May 2001, the only goods now covered by its
application are caramel sweets. Accordingly, the Board of Appeal erred in failing to distinguish between the
market for caramel sweets and that for sweets in general in assessing the distinctive character of the mark.

19. It should be noted in this regard that, under Article 44(1) of Regulation No 40/94, the applicant may at
any time withdraw his Community trade mark application or restrict the list of goods or services contained
therein. Thus, the power to restrict the list of goods or services is vested solely in the applicant for the
Community trade mark, who may, at any time, apply to OHIM for that purpose. In that context, the
withdrawal, in whole or part, of an application for a Community trade mark or the restriction of the list of
goods or services contained therein must be made expressly and unconditionally (see, to that effect, ELLOS ,
paragraphs 60 and 61).

20. In the present case, it is only in the alternative that the applicant suggested the restriction of the list of
goods covered by the trade mark application to caramel sweets', that is, only if the Board of Appeal were
minded to reject that application in respect of all the goods covered by it (i.e., confectionery'). The applicant
has not therefore restricted the list of products expressly and unconditionally and so the restriction in question
cannot be taken into account (see, to that effect, ELLOS , paragraph 62).

21. Furthermore, according to the case-law, a restriction of the list of goods or services specified in a
Community trade mark application must be made in accordance with certain detailed rules, upon request for
amendment of the application in accordance with Article 44 of Regulation No 40/94 and Rule 13 of
Regulation No 2868/95 (Case T-194/01 Unilever v OHIM (Ovoid tablet) [2003] ECR II-383, paragraph 13,
and Case T-286/02 Oriental Kitchen v OHIM - Mou Dybfrost (KIAP MOU) [2003] ECR II-0000, paragraph
30).

22. However, those detailed rules have not been complied with in the present case since, in its written
statement of 14 May 2001, the applicant merely claimed in the alternative a restriction of the goods in
question without submitting an application for amendment of the trade mark application, in accordance with
those provisions.

23. In those circumstances, the present action must be interpreted as seeking the annulment of the contested
decision for infringement of Article 7(1)(b) of Regulation No 40/94 in respect of all goods covered by the
mark applied for (that is, confectionery') and for infringement of Article 7(3) of that regulation, in respect of
those goods, and, in particular, caramels.
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Admissibility of the evidence adduced for the first time before the Court

24. The documents annexed to the application which had not been analysed by the Board of Appeal, namely
the results of a survey carried out by interview in 1997 in Germany concerning the shape of the Werther's
Echte' sweet, adduced for the first time before the Court, cannot be taken into account given that the purpose
of actions before the Court is to review the legality of decisions of the Boards of Appeal of OHIM within the
meaning of Article 63 of Regulation No 40/94. In those circumstances, since the function of the Court is not
to re-examine the facts in the light of documents submitted for the first time before it, those documents must
be excluded from consideration, without there being any need to examine their probative value (Case T-10/03
Koubi v OHIM - Flabesa (CONFORFLEX) [2004] ECR II-0000, paragraph 52, and Case T-399/02
Eurocermex v OHIM (Shape of a beer bottle) [2004] ECR II-0000, paragraph 52, and the case-law cited).

Merits

25. In support of its action the applicant puts forward two pleas in law alleging an infringement of Article
7(1)(b) and Article 7(3) respectively of Regulation No 40/94.

The first plea in law, alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

26. The applicant submits that, contrary to the finding of the Board of Appeal, the mark applied for does
possess the necessary minimum degree of distinctive character within the meaning of Article 7(1)(b) of
Regulation No 40/94.

27. It submits first in that regard that the Board of Appeal erred in adopting the wrong definition of the
relevant market. As the applicant envisaged a restriction of the list of goods covered by the trade mark
application, the only relevant market in the present case is the specific market for caramel sweets' and not that
for sweets in general'. The sub-market for caramels is distinct from that for other sweets. The choice of one
type of sweet (for example, jellified, fruit or chocolate sweets) ) ) or another (for example, strongly' flavoured
sweets like those with a high menthol content) is based on the different needs and tastes of consumers. It
follows that a caramel sweet cannot be treated in the same way as any other sweet. Those different
characteristics which the consumer takes into account in deciding what to buy have repercussions on the shape
of the various sweets. Consequently, the Board of Appeal and the Court can draw conclusions as to the
existence of a common shape of caramel sweets only after distinguishing the consumers buying that type of
sweet.

28. Next the applicant claims that by its specific and unique combination of shape and colour the mark
applied for readily enables the applicant's sweets to be distinguished from those of other manufacturers. It
submits in this regard that that mark is more than a combination of non-protectable features. The basic shape
of the mark applied for is not a circle but an ellipse with a flat lower surface, rounded sides and a surface
characterised by a circular hollow in the middle. It is therefore an unusual shape on the market for caramel
sweets and very sophisticated in comparison with other sweet shapes (round, rectangular, square, ingot or with
no particular shape). Moreover, the shape in question has no function and is neither dictated by overriding
technical reasons nor usual.

29. OHIM challenges the applicant's argument and submits that the mark applied for is devoid of distinctive
character within the meaning of Article 7(1)(b) of Regulation No 40/94, even if it were in fact possible to
restrict the subject-matter of the dispute to caramels.

Findings of the Court

30. Pursuant to Article 4 of Regulation No 40/94, a Community trade mark may consist of the shape of goods
or of their packaging, provided that they are capable of distinguishing the goods of one undertaking from
those of other undertakings. Moreover, under Article 7(1)(b) of that regulation,
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registration is to be refused for trade marks which are devoid of any distinctive character'. Article 7(2) of that
regulation states that [p]aragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in
only part of the Community'.

31. It must first of all be borne in mind that, according to the case-law, the trade marks covered by Article
7(1)(b) of Regulation No 40/94 are in particular those which, from the point of view of the relevant public,
are commonly used, in trade, for the presentation of the goods or services concerned or in connection with
which there exist, at the very least, specific indicia from which it may be concluded that they are capable of
being used in that manner. Moreover, the signs referred to in Article 7(1)(b) are incapable of performing the
essential function of a trade mark, namely that of identifying the origin of the goods or services, thus enabling
the consumer who acquired them to repeat the experience, if it proves to be positive, or to avoid it, if it
proves to be negative, on the occasion of a subsequent acquisition (Ovoid tablet, paragraph 39, Joined Cases
T-324/01 and T-110/02 Axions and Belce v OHIM (Brown cigar shape and gold ingot shape) [2003] ECR
II-1897, paragraph 29, Case T-305/02 Nestlé Waters France v OHIM (Shape of a bottle) [2003] ECR II-0000,
paragraph 28, and Shape of a beer bottle, paragraph 18).

32. Accordingly, the distinctiveness of a mark may be assessed only, first, in relation to the goods or services
for which registration of the sign has been requested and, second, in relation to the perception which the
relevant public has of it (see, by analogy, Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR
I-3161, paragraph 41, Case C-218/01 Henkel [2004] ECR I-0000, paragraph 50, Case C363/99 Koninklijke
KPN Nederland [2004] ECR I-0000, paragraph 34, Joined Cases C456/01 P and C-457/01 P Henkel v OHIM
[2004] ECR I-0000, paragraph 35, Joined Cases C-468/01 P to C-472/01 P Procter &amp; Gamble v OHIM
[2004] ECR I-0000, paragraph 33, Joined Cases C-473/01 P and C-474/01 P Procter &amp; Gamble v OHIM
[2004] ECR I-0000, paragraph 33, Ovoid tablet , paragraph 40, Brown cigar shape and gold ingot shape ,
paragraph 30, and Shape of a bottle , paragraph 29).

33. In the case of the first of the above assessments, it should be noted that the sign claimed consists of the
appearance of the product itself, that is, the representation of an oval-shaped sweet, light brown in colour,
characterised by rounded sides, a circular depression in the centre and a flat lower surface.

34. As regards the relevant public, the Board of Appeal rightly noted that the goods in respect of which
registration of the mark was sought in the present case, namely confectionery, are intended for a potentially
unlimited number of customers of all age groups' and are mass food products, since the relevant public is... all
consumers' (paragraph 11 of the contested decision). The distinctive character of the mark applied for must be
assessed in the light of the presumed expectations of an average consumer, who is reasonably well-informed
and reasonably observant and circumspect (see, by analogy, Linde and Others , paragraph 41, Koninklijke
KPN Nederland , paragraph 34, Henkel v OHIM , paragraph 35, Joined Cases C468/01 P to C-472/01 P
Procter &amp; Gamble v OHIM , paragraph 33, and Joined Cases C-473/01 P and C-474/01 P Procter &amp;
Gamble v OHIM , paragraph 33, Ovoid tablet , paragraph 42, Brown cigar shape and gold ingot shape ,
paragraph 31 and Shape of a bottle , paragraph 33).

35. Second, it should be noted that, according to the case-law, the criteria for assessing the distinctive
character of three-dimensional trade marks consisting of the appearance of the product itself are no different
from those to be applied to other categories of trade mark (see, by analogy, Case C-299/99 Philips [2002]
ECR I-5475, paragraph 48, Linde and Others , paragraphs 42 and 46, Ovoid tablet , paragraph 44, Brown
cigar shape and gold ingot shape , paragraph 32, Shape of a bottle , paragraph 35, and Shape of a beer bottle
, paragraph 22).

36. Nevertheless, when those criteria are applied, account must be taken of the fact that the perception
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of the relevant public is not necessarily the same in relation to a three-dimensional mark consisting of the
appearance of the product itself as it is in relation to a word mark, a figurative mark or a three-dimensional
mark not consisting of that appearance. Whilst the public is used to recognising the latter marks instantly as
signs identifying the product, this is not necessarily so where the sign is indistinguishable from the appearance
of the product itself (see by analogy Linde and Others , paragraph 48, Case C-104/01 Libertel [2003] ECR
I3793, paragraph 65, Henkel , paragraph 52, Henkel v OHIM , paragraph 38, Joined Cases C-468/01 P to
C-472/01 P Procter &amp; Gamble v OHIM , paragraph 36, and Joined Cases C-473/01 P and C474/01 P
Procter &amp; Gamble v OHIM , paragraph 36, Ovoid tablet , paragraph 45, and Shape of a beer bottle ,
paragraph 23).

37. It is also settled case-law that the way in which the relevant public, in this case the average consumer,
perceives a trade mark is influenced by that person's level of attention, which is likely to vary according to
the category of goods or services in question (Ovoid tablet , paragraph 42, and Shape of a bottle , paragraph
34).

38. In those circumstances, in order to ascertain whether the combination of the shape and colour of the
product in question may be perceived by members of the public as an indication of origin, the overall
impression produced by that combination must be analysed. That is not incompatible with an examination of
each of the product's individual features in turn (Case T-337/99 Henkel v OHIM (Red and white round tablet)
[2001] ECR II-2597, paragraph 49, and Ovoid tablet , paragraph 54), namely the shape and colour claimed.

39. In the present case, the Board of Appeal rightly found that in the case of mass consumer goods such as
those in issue in the present case, the consumer will not pay much attention to the shape and colour of
confectionery' and that accordingly it is unlikely that the choice of the average consumer will be determined
by the shape of the sweet' (paragraph 12 of the contested decision).

40. Furthermore, the Board of Appeal showed to the requisite legal standard that the characteristics of the
shape of that mark, taken alone or combined with each other, were not distinctive. It found, first, in that
regard, that, almost round, the shape in question which calls to mind a circle... is a basic geometric shape' and
that the average consumer is accustomed to confectionery products, including sweets, which are round
(circular, oval, elliptical or cylindrical)'. Next, as regards the rounded upper sides of the sweet, it found that
sweets have rounded sides regardless of their configuration' for functional reasons. Lastly, as regards the
circular depression in the middle of the sweet and its flat lower surface, the Board of Appeal found that those
features do not substantially alter the overall impression given by the shape' and that accordingly it is unlikely
that the relevant consumer will pay such attention to those two characteristics that he will perceive them as
indicating a particular commercial origin' (paragraph 13 of the contested decision).

41. As for the colour of the relevant product, namely brown or various shades thereof, the Board of Appeal
also noted that it was a common colour for sweets' (paragraph 13 of the contested decision). It must be found
that the relevant public is accustomed to find that colour in confectionery.

42. It follows that the three-dimensional shape in respect of which registration was sought is a basic geometric
shape which comes naturally to the mind of the consumer of mass consumption goods like sweets.

43. In those circumstances, the applicant's argument based on the allegedly considerable differences between
the shape and colour of the mark applied for and those of other confectionery products must be rejected.

44. In the light of the foregoing it must be found that the three-dimensional mark applied for consists of a
combination of presentational features which come naturally to mind and which are typical of the goods in
question. The shape in question is not markedly different from various
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basic shapes for the goods in question which are commonly used in trade, but is a variation of those shapes.
Since the alleged differences are not readily perceptible, it follows that the shape in question cannot be
sufficiently distinguished from other shapes commonly used for sweets and it will not enable the relevant
public immediately and with certainty to distinguish the applicant's sweets from those of another commercial
origin.

45. Accordingly, the mark applied for does not enable the average consumer who is reasonably well-informed
and reasonably observant and circumspect to identify the products concerned and distinguish them from those
of another commercial origin. Therefore, it is devoid of distinctive character when compared with those goods.

46. Consequently, the first plea in law, alleging infringement of Article 7(1)(b) of Regulation No 40/94, must
be rejected as unfounded.

The second plea in law, alleging infringement of Article 7(3) of Regulation No 40/94

Arguments of the parties

47. The applicant considers that the mark applied for must in any event be registered on the ground that it
has become distinctive through use in the market for caramels. The use of the mark is clear from the high
turnover it generates, the advertising expenses incurred in promoting it and the results of various surveys
concerning awareness of the mark which the applicant adduced before OHIM.

48. The applicant asserts that, on the confectionery market, the use not only of the name of a product but also
its shape as an indication of origin is a common practice. It points out that it is for that reason that on the
packaging, specifically on the bags bearing the words Werther's Original' (Werther's Echte'), the mark applied
for is always deliberately represented together with its particularly characteristic features, namely a hollow
with an impression in the centre of the sweet and its rounded sides. That use cannot be treated as merely to
an illustration of the content of the package without any indication of origin. Since three-dimensional marks
have a dual function, namely the representation of the mark and the product, it is impossible clearly to
distinguish between the two since the mark always corresponds to the product. However, the Board of Appeal
failed to take account of the mark's dual function in the present case.

49. Lastly, the fact of seeing and reading on the packaging other marks and descriptions of the product has no
bearing on the representation, as a mark, of the shape of the product. It is quite possible to use several marks
simultaneously side by side for a product and especially so for products which are only identified by the
three-dimensional mark. The public recognises a three-dimensional mark independently of the information
about the product. Consequently, the Board of Appeal's analysis of the representation of the mark is not
convincing.

50. OHIM refers to the assessment criteria laid down by the case-law for determining whether a mark has
become distinctive through use and submits that the mark applied for cannot be registered under Article 7(3)
of Regulation No 40/94.

51. According to OHIM, the examiner and the Board of Appeal were right to conclude that the evidence
submitted by the applicant failed to demonstrate that the mark applied for had become distinctive through use
in respect of caramels.

52. First, the turnover figures adduced by the applicant for the 1994 to 1998 period do not enable a finding to
be made as to market share and are therefore inadequate. In the case of mass consumption goods such as
those in the present case, the decisive factor is the market share and not simply the sales figures, which do
not suffice to show that the mark is known.

53. Second, the advertising costs of DEM 27 729 000 incurred by the applicant in 1998 in respect of the
Werther's Original' sweet in several Member States of the European Union are not probative
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either. From the table concerning the expenditure on the promotion of the sweet in question for the 1994 to
1998 period, produced by the applicant in support of that allegation, it is impossible to determine what the
expenses it mentions were incurred for, whether for the Werther's Original' sign, for the shape of the sweet or
for another sign.

54. Lastly, the surveys carried out in seven Member States of the European Union and in Norway refer to the
WERTHER'S', Werther's Original' or W.O.' signs and contain no reference to the shape in question.
Accordingly, no evidence has been adduced to show that the applicant has succeeded in making the public
aware of the shape of the sweet in question. Furthermore, it is not sufficient to prove use of a certain product
shape in order for Article 7(3) of Regulation No 40/94 to apply but it is necessary above all to show that the
circumstances of that use are such that the shape in question has the character of a mark (Philips , paragraph
65).

Findings of the Court

55. Under Article 7(3) of Regulation No 40/94, the absolute grounds for refusal laid down in Article 7(1)(b)
to (d) of that regulation do not preclude registration of a mark if, in relation to the goods or services for
which registration is requested, it has become distinctive in consequence of the use which has been made of
it. In the circumstances referred to in Article 7(3) of Regulation No 40/94, the fact that the sign which
constitutes the mark in question is actually perceived by the relevant section of the public as an indication of
the commercial origin of a product or service is the result of the economic effort made by the trade mark
applicant. That fact justifies putting aside the public-interest considerations underlying Article 7(1)(b) to (d),
which require that the marks referred to in those provisions may be freely used by all in order to avoid
conceding an unjustified competitive advantage to a single trader (Shape of a beer bottle , paragraph 41).

56. First, it is clear from the case-law that the acquisition of distinctiveness through use of a mark requires
that at least a significant proportion of the relevant section of the public identifies the products or services as
originating from a particular undertaking because of the mark. However, the circumstances in which the
condition as to the acquisition of distinctiveness through use may be regarded as satisfied cannot be shown to
exist solely by reference to general, abstract data, such as specific percentages (see, by analogy, Joined Cases
C-108/97 and C109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 52, and Philips , paragraphs 61
and 62, and Shape of a beer bottle , paragraph 42).

57. Second, in order to have the registration of a trade mark accepted under Article 7(3) of Regulation No
40/94, the distinctive character acquired through the use of that trade mark must be demonstrated in the part
of the European Union where it was devoid of any such character under Article 7(1)(b) to (d) of that
regulation (Case T-91/99 Ford Motor v OHIM (OPTIONS) [2000] ECR II-1925, paragraph 27, and Shape of a
beer bottle , paragraphs 43 and 47).

58. Third, in assessing, in a particular case, whether a mark has become distinctive through use, account must
be taken of factors such as, inter alia: the market share held by the mark, how intensive, geographically
widespread and long-standing use of the mark has been, the amount invested by the undertaking in promoting
the mark, the proportion of the relevant class of persons who, because of the mark, identify goods as
originating from a particular undertaking and statements from chambers of commerce and industry or other
trade and professional associations. If, on the basis of those factors, the relevant class of persons, or at least a
significant proportion thereof, identify goods as originating from a particular undertaking because of the trade
mark, it must be concluded that the requirement for registering the mark laid down in Article 7(3) of
Regulation No 40/94 is satisfied (Windsurfing Chiemsee , paragraphs 51 and 52; Philips , paragraphs 60 and
61, and Shape of a beer bottle , paragraph 44).
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59. Fourth, according to the case-law, the distinctiveness of a mark, including that acquired through use, must
also be assessed in relation to the goods or services in respect of which registration is applied for and in the
light of the presumed perception of an average consumer of the category of goods or services in question,
who is reasonably well-informed and reasonably observant and circumspect (see, to that effect, Philips ,
paragraphs 59 and 63).

60. It is in the light of those considerations that it is necessary to examine whether, in the present case, the
Board of Appeal erred in law in rejecting the applicant's argument that the mark applied for should have been
registered under Article 7(3) of Regulation No 40/94.

61. First, the applicant's arguments based on the sales figures and high cost of advertising to promote the
Werther's Original' (Werther's Echte') caramel sweet do not show that the mark applied for has become
distinctive in consequence of the use which has been made of it.

62. Whilst the Board of Appeal accepted that the turnover and the data in respect of the advertising costs
showed that the type of sweet in question was widespread on the market, it nevertheless considered that that
data did not constitute evidence, which was essential, that the sign applied for was used as a
three-dimensional mark to designate the applicant's sweets (paragraph 16 of the contested decision).

63. In paragraphs 17 to 21 of the contested decision, the Board of Appeal substantiated its finding as follows:

17. The applicant produced samples of its plastic bags used as packaging for its sweets and submitted that the
shape reproduced on those bags constitutes a primary reference point for the consumer. The applicant takes
the view that that use is evidence that the shape is the subject of the advertising as the mark of the product
and that it is in that way that it will be perceived by the consumer. The Board of Appeal finds itself
compelled to refute that point of view since there is a discrepancy between the applicant's statements and the
overall appearance of the sweets on the packet.

18. Whilst it is in fact true that the brown shaped sweets appear on the packaging as the applicant produces
them, it is nevertheless necessary to consider the purpose of that representation. It cannot be an abstract
assessment. On the contrary, it must consider the probable way in which the average consumer perceives the
representation of the sweets as it appears on the packaging.

19. Faced with a packet of the applicant's sweets, the consumer in question notices first the name Werther's
Original which, written in large print, occupies almost half of the packet and is surrounded by further details
such as a small oval sign bearing the name Storck and the stylised picture of a small village below which
may be read Traditional Werther's Quality. The lower half of the packet shows a colour photo representing
about 15 sweets piled up and their caption: The classic candy made with real butter and fresh cream.

20. According to the applicant's statements that illustration corresponds to the three-dimensional mark in
respect of which registration was sought. The Board of Appeal challenges the merits of that position. The way
in which the sweets are represented on the packet is not in accordance with the traditional way in which
marks are represented on goods. It seems that the purpose of that representation is (instead) to illustrate the
contents of the packet. Contrary to the applicant's submissions the packet does not show a shape but a
realistic picture of a pile of unwrapped sweets. It should be noted that that representation is not intended to
emphasise the characteristics which the applicant considers to confer a distinctive character on the mark (the
central depression, the smooth lower surface and the rounded sides). It is for that reason that the Board of
Appeal considers that there is a discrepancy between the way in which the sweets are represented on the
packet and the submission that that representation is a three-dimensional mark and is perceived as such by the
average consumer. The assessment of the Board of Appeal leads it to conclude that it is likely that the
consumer will see the picture of the sweets solely as an illustration of the contents of

© An extract from a JUSTIS database



62002A0396 European Court reports 2004 Page 00000 11

the packet. The illustration of packaging in an attractive way to show the appearance of the product and
serving suggestions is a common practice in the food industry, including the confectionery industry. It is
dictated more by marketing considerations than by the need to identify products by means of marks. The
Board of Appeal accordingly considers that the picture does not fulfil the function of a mark, but serves
solely to illustrate the product. The caption accompanying the picture, namely: The classic candy made with
real butter and fresh cream, further confirms that this will be the probable perception of a reasonably
observant sweetbuyer. The caption and picture complement each other: the wording describes the nature of the
sweets and the picture shows them. The Board of Appeal concedes that a product may bear several marks at
the same time. That does not preclude its finding, based on the appearance of the packets used as packaging
for the applicant's sweets, that the representation of the sweets on those packets is not in keeping with the
representation of a mark.

21. From the foregoing considerations, it must be concluded that the turnover and the figures relating to the
advertising costs in fact prove that Werther's sweets are sold on the market, but not that their shape was used
as a mark...'.

64. There is no reason to call in question the foregoing considerations. The advertising material produced by
the applicant contains no evidence relating to the use of the mark in the form applied for. In all of the
pictures produced, the representation of the shape and colours applied for is accompanied by word and
figurative marks. Accordingly, that material cannot amount to evidence that the relevant section of the public
perceives the mark applied for, in itself and independently of the word and figurative marks with which it is
accompanied in the advertising and at the point of sale, as indicating the commercial origin of the products
and services in question (see, to that effect, Shape of a beer bottle , paragraph 51).

65. Furthermore, it should be noted that the applicant itself states in the application that the sweet in question
is not sold loose but in a packet in which each sweet is further individually wrapped. It follows that in
making the decision to purchase, the average consumer is not in a position directly to see the shape of the
sweet in question enabling that person to attribute to that shape the function of indicating its origin.

66. The same conclusion applies, second, to the surveys submitted by the applicant for consideration by the
Board of Appeal, to show that the mark applied for had become distinctive through use. It is clear from the
final part of paragraph 21 of the contested decision that awareness of the sweet sold by the applicant as a
mark was established, not on the basis of the shape in question, but on the basis of the name Werther's'.

67. It follows from the foregoing considerations that the Board of Appeal did not err in law in finding that
the applicant had not shown that the mark applied for had become distinctive in consequence of the use which
had been made of it, either in respect of caramel sweets or confectionery in general.

68. Consequently, the second plea in law must also be rejected and the action as a whole dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2004. Henkel KGaA v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Three-dimensional mark - Shape of a white and transparent bottle - Absolute ground for refusal

- Distinctive character - Article 7(1)(b) of Regulation (EC) No 40/94. Case T-393/02.

In Case T-393/02,

Henkel KGaA, established in Düsseldorf (Germany), represented by C. Osterrieth, lawyer, with an address for
service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by U.
Pfleghar and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 3 October 2002 (Case R
313/2001-4), concerning the registration of a three-dimensional sign constituted by the shape of a white and
transparent bottle,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on

27 December 2002,

having regard to the response lodged at the Registry of the Court of First Instance on

24 April 2003,

further to the hearing on

10 June 2004,

gives the following

Judgment

Costs

50. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

51. Since the Office has been unsuccessful and the applicant has asked for costs to be awarded against it, the
Office must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal
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Market (Trade Marks and Designs) of 3 October 2002 (Case R 313/20014);

2. Orders the defendant to pay the costs.

Background

1. On 5 May 1999, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office') under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the three-dimensional sign reproduced below:

>image>0

3. The colours claimed in the application form are transparent and white.

4. The goods for which registration was sought come within Classes 3 and 20 of the Nice Agreement
Concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description:

- Class 3: Soaps; washing and bleaching agents for laundry; perfumed flushing water conditioners; chemical
preparations for cleaning porcelain, stones, woods, glass, metal and plastics';

- Class 20: Plastic boxes for liquid, gel and paste agents'.

5. By letter of 28 September 2000, the examiner informed the applicant that, as its mark was devoid of any
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94, it was not capable of being
admitted to registration under that provision. The examiner held that a bottle turned on its head is not in any
way unusual in the field of cosmetics.

6. By letter of 9 October 2000, the applicant contested the finding that its mark was lacking in distinctive
character. According to the applicant, the shape in question and the colours in which it was produced combine
to form a distinctive character.

7. By decision of 23 March 2001, the examiner rejected the application, under reference to Article 7(1)(b) of
Regulation No 40/94.

8. On 28 March 2001, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

9. By decision of 3 October 2002 (the contested decision'), the Fourth Board of Appeal of the Office rejected
the appeal. It did not accept that the mark applied for was inherently distinctive for the purposes of Article
7(1)(b) of Regulation No 40/94. In essence, the Board of Appeal considered that the mark applied for is
composed of a shape and a colour which are common in the case of containers for cleaning products and that
their combination is devoid of any distinctive character. According to the Board of Appeal, none of the
characteristics of the sign applied for is inherently distinctive and it is therefore unlikely that the average
consumer, who pays little attention to the shape and colour of containers for washing products, would perceive
those characteristics as indications of their commercial origin.

Forms of order sought

10. The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.
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11. The Office claims that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

12. The applicant essentially relies on a single plea, alleging infringement of Article 7(1)(b) of Regulation No
40/94.

Arguments of the parties

13. The applicant challenges the assessment of the Board of Appeal, which held that the mark applied for was
lacking in any distinctive character. A mark possesses a real distinctive character when it is capable of being
understood by the public as a means of distinguishing between the goods or services of one undertaking and
those of other undertakings. Distinctive character should be assessed only in relation to the goods or services
in respect of which registration of the sign is applied for (see, to that effect, Case T-163/98 Proctor &amp;
Gamble v OHIM (BABYDRY) [1999] ECR II-2383, paragraph 21).

14. As regards products which are offered to the consumer in liquid form, the applicant claims that there is a
wide range of choices open to manufacturers when creating packaging - in the present case, a container in the
shape of a bottle. The public is aware of that and also knows that manufacturers have created and used the
packaging as an indication of the origin of the goods. The applicant mentions the example of the Coca-Cola
bottle, which it considers to be well known throughout the world, as proof that the shape of the bottle may, in
particular, indicate the origin of the product.

15. As regards the shape at issue, the applicant argues, on the basis of examples produced by it, that the
container possesses a large number of special features which clearly distinguish it from other containers used
for similar goods. The applicant describes the mark which it seeks to register as being a particularly flat
bottle, the shape of which, when seen face on, suggests the geometric base form of a kite - that is to say a
base form in which two triangles of different sizes are linked by a common base - but with the upper and
lower points being flattened. According to the applicant, the upper triangle - if the flattening is disregarded -
is almost an equilateral triangle, while the lower triangle represents an isosceles triangle. The bottle has a
stopper.

16. According to the applicant's description, the stopper, which is made of a plastic, non-transparent' material
essentially consists of a base element in the shape of a hexahedron, on which the length of the edges on the
side and that of the edges on the front are in a ratio of approximately one to two. The stopper, the height of
which represents approximately 20% of the total height of the bottle, has a V' shape on the front and rear,
which extends towards the front and meets the edges of the sides of the body. The narrow body is above the
stopper, and is made of a transparent milky plastic material. Seen from above, it has a flattened top, thus
creating a right-angled surface and, on the front and rear, the surface is slightly convex. The maximum depth
of the body essentially corresponds to the length of the edges of the side of the stopper.

17. The applicant also states that the container in question intentionally contrasts with the shapes traditionally
available for containers of that kind. The applicant claims that the container is characterised by a large number
of angles, edges and surfaces, which give it the appearance of a crystal, this being reinforced by the white
milky colour. The container relies on a deliberate angularity and aggressiveness, and the applicant states in
that regard that the intention is for the container in question to be used as a refill pack for a toilet-cleaning
product. The applicant maintains that unlike other containers the stopper of the container forms an integral
part of the overall image, with the packaging thereby giving the impression of being a single object. Lastly,
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the applicant states that the container differs from well-known shapes by virtue of the fact that it is
particularly flat.

18. The applicant points out that its mark has been registered as an international mark under the protocol to
the Madrid Agreement concerning the international registration of marks adopted at Madrid on 27 June 1989.
Eleven Member States of the European Community, namely the Kingdom of Belgium, the Kingdom of
Denmark, the Federal Republic of Germany, the Kingdom of Spain, the French Republic, the Italian Republic,
the Grand Duchy of Luxembourg, the Kingdom of the Netherlands, the Republic of Austria, the Portuguese
Republic and the Republic of Finland did not oppose the registration. The Kingdom of Denmark originally put
forward grounds for refusal, but the Danish trade marks office ultimately allowed the mark to be registered,
stating that it was following the Office's practice in relation to three-dimensional marks. The applicant adds
that the mark in question has been registered as a three-dimensional mark in Switzerland.

19. The Office submits that the Board of Appeal was right to consider that the threedimensional mark in
question was devoid of any distinctive character.

20. In order for packaging to constitute a trade mark, it must be capable of operating in the mind of the
consumer as an indication of the origin of the product and thus of influencing the consumer's decision to
purchase, given that it is only in such a case that the packaging of the product can guarantee the identity of
the origin of the product, that is to say that all the goods bearing it have originated under the control of a
single undertaking (Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

21. The Office argues in particular that the packaging of goods that cannot be distributed in unpackaged form
is perceived by consumers only as packaging to protect the goods. Where volume products are involved, as in
the present case, consumers would not associate the shape or the packaging of the product with the
commercial origin of the product. Consumers would perceive the actual packaging of the product as an
indication of its origin only if the packaging presented itself in a manner which attracted their attention - for
example, where the packaging clearly differs from that used for the goods in question. The Office refers to
Case T-88/00 Mag Instrument v OHIM (Torch shape) [2002] ECR II-467, paragraph 37, which states that,
where the relevant consumers are accustomed to seeing shapes similar to those at issue, in a wide variety of
designs, it is to be observed that such shapes appear as variants of one of those common shapes rather than as
an indication of the commercial origin of the goods.

22. According to the Office, it is accordingly necessary to determine the impression the packaging would have
on the target consumer. Regard must therefore be had to the presumed expectations of an average consumer
who is reasonably well informed and reasonably observant and circumspect (Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraph 31).

23. The Office also claims that the Board of Appeal correctly assessed the perception of the sign by the
relevant public. Although the design of the container in question does indeed possess certain special features
of its design, such as its shape and colours, which distinguish it from containers for products of the same type
commonly used in the market, that is not enough to provide it with a distinctive character, which requires that
it be capable of being perceived by consumers as an indication of the origin of a product.

24. With respect to any special colour features, the Office submits that general experience tends to show that
the choice of a white stopper or a transparent body is very widespread in the sector concerned. The colours
chosen could not be considered unusual. According to the Office, the choice of a transparent body does not
amount to the choice of a colour in the proper sense of the term. The container becomes of secondary
importance when consumers perceive the substance contained in
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it, and the colour of that substance, directly.

25. As regards the applicant's argument that the shape of the container in question can be clearly distinguished
from that of other toilet-cleaning products, the Office notes that the applicant lodged its application for various
products under Classes 3 and 20, the list being very extensive and also covering containers for toothpaste,
cosmetic products - for example, shower gels - and washing-up products, for which the shape in question is
commonly used. Although the applicant intends to use the shape claimed only for toilet-cleaning products, the
Office submits that it is required to assess the distinctive character of the shape applied for in relation to all
the products covered by the application for the Community trade mark.

26. The Office accepts that it is possible that a number of containers available on the market may have a
different shape from that of the sign which it is sought to register. That does not however mean in any way
that the sign in question is inherently distinctive. According to the Office, the shape chosen must possess
specific characteristics which are capable of attracting consumers' attention. That means that it must clearly
distinguish itself from the common shapes. Furthermore, the fact that a container for washing and cleaning
products stands upright does not constitute a specific characteristic capable of attracting consumers' attention;
on the contrary, such a form of presentation is relatively widespread, for example for toothpaste. In the
present case, the Office argues that consumers cannot infer from the type of packaging chosen for the washing
and cleaning products that it is to operate as an indication of the commercial origin of the products. The
Office accordingly claims that even the combination of the elements of the container cannot lead consumers to
perceive the shape which it is sought to register as anything other than a simple form of packaging; all in all,
consumers will not perceive the commercial origin of the goods.

27. The Office therefore concludes that the mark applied for is, from all points of view, lacking in the
minimum degree of distinctiveness required for registration.

28. In addition, as regards the earlier national registrations, the Office accepts that it is desirable that the
practice of the Member States and that of the Office should be the same, but that as a matter of law the
national authorities are not bound by the decisions of the Office and vice versa. So, registrations already made
in Member States are a factor which may be only taken into consideration, without being given decisive
weight (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph
26).

Findings of the Court

29. Article 4 of Regulation No 40/94 provides that the shape of goods or of their packaging is capable of
constituting a Community trade mark, provided that it is capable of distinguishing the goods of one
undertaking from those of other undertakings. In addition, Article 7(1)(b) of that regulation provides that trade
marks which are devoid of any distinctive character' are not to be registered.

30. It should be noted at the outset that, according to case-law, the trade marks covered by Article 7(1)(b) of
Regulation No 40/94 are in particular those which, from the point of view of the relevant public, are
commonly used in trade for the presentation of the goods or services concerned or in connection with which
there exists, at the very least, concrete evidence justifying the conclusion that they are capable of being used
in that manner (Joined Cases T-79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002] ECR
II-4881, paragraph 19; and Case T-305/02 Nestlé Waters France v OHIM (Shape of a bottle) [2003] ECR
II-0000, paragraph 28). Furthermore, the signs referred to in that provision are incapable of performing the
essential function of a trade mark, namely that of identifying the origin of the goods or services, thus enabling
the consumer who acquired them to repeat the experience, if it proves to be positive, or to avoid it, if it
proves
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to be negative, on the occasion of a subsequent acquisition (Case T-79/00 Rewe-Zentral v OHIM (LITE)
[2002] ECR II-705, paragraph 26; Kit Pro and Kit Super Pro , paragraph 19; Joined Cases T-324/01 and
T110/02 Axions and Belce v OHIM (Brown cigar shape and gold ingot shape) [2003] ECR II-1897, paragraph
29; and Shape of a bottle , paragraph 28).

31. Furthermore, as regards three-dimensional marks, the more closely the shape for which registration is
sought resembles the shape most likely to be taken by the product in question, the greater the likelihood of
that shape being devoid of any distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94. By contrast, a mark which departs significantly from the norms or customs of the sector and thereby
fulfils its essential function of indicating origin is not devoid of any distinctive character (Case C-218/01
Henkel [2004] ECR I-0000, paragraph 49; and Joined Cases C-456/01 P and C-457/01 P Henkel v OHIM
[2004] ECR I0000, paragraph 39).

32. The distinctive character of a mark can be appraised, first, by reference to the goods or services in respect
of which registration is sought and, secondly, by reference to the way it is perceived by the relevant public
(LITE , paragraph 27; and Kit Pro and Kit Super Pro , paragraph 20).

33. It must be pointed out that the products covered by the mark applied for are everyday consumables,
directed at consumers as a whole. The distinctiveness of the mark for which registration is sought must
accordingly be assessed having regard to the presumed expectation of an average consumer who is reasonably
well informed and reasonably observant and circumspect (Case C-342/97 Lloyd Schuhfabrik Meyer [1999]
ECR I-3819, paragraph 26).

34. It should also be observed that the way in which the relevant public perceives trade marks is influenced
by its level of attention, which is likely to vary according to the category of goods or services in question
(see, by way of analogy, Lloyd Schuhfabrik Meyer , paragraph 26). It is well known that all parties operating
in the market for washing and cleaning products, which is highly competitive, are faced with the technical
necessity of packaging for the marketing of those products and subject to the need for them to be labelled. In
such circumstances, there is considerable incentive for operators to make their products identifiable in relation
to those of their competitors, particularly as regards their appearance and the design of their packaging, in
order to attract consumers' attention. It thus appears that the average consumer is quite capable of perceiving
the shape of the packaging of the goods concerned as an indication of their commercial origin, in so far as
that shape presents characteristics which are sufficient to hold his attention (see, to that effect, Shape of a
bottle , paragraph 34).

35. It must also be noted that Article 7(1)(b) of Regulation No 40/94 makes no distinction between different
categories of mark. Accordingly, it is not appropriate to apply more stringent criteria when assessing the
distinctiveness of threedimensional marks comprising the shape of the goods themselves or the shape of the
packaging of those goods than in the case of other categories of mark (see, to that effect, Shape of a bottle ,
paragraph 35).

36. In the contested decision, the Board of Appeal held that the mark which it was sought to register lacked a
distinctive character, considering that the sign in question is essentially composed of a container, the shape of
which resembles an upturned pear, inasmuch as one end is wider and the other end tapers, and the sides of
which are more or less flat'. It also found that none of those characteristics appears to be distinctive, whether
they are taken on their own or together', that the shape in question cannot therefore be considered to be
inherently distinctive', that neither the flattened sides nor the flat lower and upper parts substantially alter the
overall impression produced by the shape' and that it is unlikely that the relevant consumer would notice those
characteristics and perceive them as indicating a particular commercial origin to him'. As regards the
combination of colours claimed for the shape in question, the Board of Appeal finds that it does not increase
the distinctiveness of the mark either. The Board of Appeal accordingly considers that no sign
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possessing a minimum degree of distinctiveness can result from the combination of those three-dimensional
characteristics and of non-distinctive colour'.

37. It should be pointed out that, in order to ascertain whether the shape of the bottle in question may be
perceived by the public as an indication of origin, the overall impression produced by the appearance of that
bottle must be analysed (see, to that effect, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23; Shape
of a bottle , paragraph 39).

38. In the present case, the mark applied for is made up of the shape of a white and transparent bottle. It
comprises a plastic container, consisting of a transparent body and a white stopper. The front and rear surfaces
of the stopper incorporate a V' shape, which extends towards the front and meets the edges of the sides of the
body. The container is shown standing upright on its stopper.

39. With respect to the assessment of the various elements, it must be pointed out that that a sign consisting
of a combination of elements, each of which is devoid of any distinctive character, can be distinctive provided
that concrete evidence, such as, for example, the way in which the various elements are combined, indicates
that the sign is greater than the mere sum of its constituent parts (see, to that effect, Kit Pro and Kit Super
Pro , paragraph 29; and Shape of a bottle , paragraph 40).

40. As regards, more particularly, the shape in question, it must be stated that, on examination of all the
documents put before the Court by the parties, it appears that the combination of the elements has a truly
individual character and cannot be regarded as altogether common to all the products in question. It should be
pointed out that the container which it is sought to register possesses certain features which distinguish it from
containers for washing and cleaning products commonly used on the market. It must be observed in that
regard that, as the applicant argues, the container in question is particularly angular, and that the angles, the
edges and the surfaces make it resemble a crystal. Moreover, the container gives the impression of being a
single object, as the stopper of the container forms an integral part of the overall image. Lastly, the container
is particularly flat. That combination thus confers on the bottle in question a particular and unusual appearance
which is likely to attract the attention of the relevant public and enable that public, once familiar with the
shape of the packaging of the goods in question, to distinguish the goods covered by the registration
application from those having a different commercial origin (see, to that effect, Case T-128/01 Daimler
Chrysler v OHIM (Grille) [2003] ECR II-701, paragraphs 46 and 48; and Shape of a bottle , paragraph 41).

41. Furthermore, having regard to the containers used for similar products, in the light, in particular, of the
examples produced by the applicant, it must be held that the white and transparent nature of the bottle does
not affect the distinctiveness of the sign which it is sought to register.

42. All in all, it must be noted that a minimum degree of distinctiveness is sufficient to render inapplicable
the ground for refusal set out in Article 7(1)(b) of Regulation No 40/94 (see Case T-34/00 Eurocool Logistik
v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 39; and, to that effect, Grille , paragraph 49).
Accordingly, since, as stated above, the mark applied for is made up of a combination of elements, in a
characteristic presentation, which distinguish it from other shapes available on the market for the products
concerned, it must be held that the mark applied for, taken as a whole, possesses the minimum degree of
distinctiveness required.

43. It must also be pointed out that 11 of the 15 Member States comprising the European Community at the
time the application for registration was lodged did not object to the registration of an identical shape as an
international trade mark, under the Madrid system for the international registration of trade marks. Therefore,
in eleven Member States, namely Belgium, Denmark, Germany, Spain, France, Italy, Luxembourg, the
Netherlands, Austria, Portugal and Finland, that mark is protected
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to the same extent as if it had been registered directly by the national trade mark office in the country in
question.

44. It is true that the Board of Appeal was right to state in the contested decision that the Office must
undertake an independent assessment in every case.

45. The Community trade mark regime is an autonomous system with its own set of objectives and rules
peculiar to it; it is self-sufficient and applies independently of any national system (Case T-32/00 Messe
München v OHIM (electronica) [2000] ECR II-3829, paragraph 47). Accordingly, the registrability of a sign
as a Community trade mark is to be assessed on the basis of the relevant Community legislation alone.
Consequently, neither the Office nor, as the case may be, the Community courts are bound by decisions
adopted in a Member State, or a third country, finding a sign to be registrable as a national trade mark (Torch
shape , paragraph 41).

46. Nevertheless, registrations already made in Memb er States are a factor which, without being decisive,
may be taken into account for the purposes of registering a Community trade mark (Case T-122-99 Procter
&amp; Gamble v OHIM (Soap bar shape) [2000] ECR II-265, paragraph 61; Case T-24/00 Sunrider v OHIM
(VITALITE) [2001] ECR II-449, paragraph 33; and Case T-337/99 Henkel v OHIM (Red and white round
tablet) [2001] ECR II-2597, paragraph 58). Those registrations may thus provide analytical support for the
assessment of a Community trade mark registration application (Case T-222/02 HERON Robotunits v OHIM
(ROBOTUNITS) [2003] ECR II-0000, paragraph 52).

47. As the Court stated at paragraph 40 above, the three-dimensional mark applied for is unusual and capable
of enabling the products in question to be distinguished from those having a different commercial origin. That
position is supported by the registration by the applicant of a three-dimensional mark having an identical
shape to that of the mark applied for in the present case, in 11 Member States.

48. It follows from all the above considerations, and without there being any need to reach a decision on the
other arguments put forward by the applicant, that the Board of Appeal was wrong to hold that the mark
applied for was devoid of any distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94.

49. The plea in law should accordingly be declared to be well founded and the contested decision should be
annulled.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2005. Success-Marketing

Unternehmensberatungsgesellschaft mbH v Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM). Community trade mark - Application for restitutio in integrum -

Conditions governing notification of decisions and communications by OHIM - Facsimile transmission.
Joined cases T-380/02 and T-128/03.

In Joined Cases T-380/02 and T-128/03,

Success-Marketing Unternehmensberatungsgesellschaft mbH, established in Linz (Austria), represented by G.
Secklehner and C. Ofner, avocats, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.
Weberndörfer and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervening before the Court of First
Instance in Case T-128/03, being

Chipita International SA, established in Athens (Greece), represented by P. Hoffmann, avocat,

ACTIONS for annulment brought, first, against the decision of the First Board of Appeal of OHIM of 26
September 2002 (Case R 26/2001-1) rejecting the application by the applicant for restitutio in integrum and,
secondly, of the decision of 13 February 2003 and/or the decision of 13 March 2003 of the First Board of
Appeal of OHIM (Case R 1124/2000-1) concerning opposition proceedings between Success-Marketing
Unternehmensberatungsgesellschaft mbH and Chipita International SA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, M. E. Martins Ribeiro and K. Jürimäe, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the written procedure and further to the hearing on 14 December 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Dismisses the actions;

2. Orders the applicant to pay its own costs as well as those incurred by the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM);

3. Orders Chipita International SA to bear its own costs.

Legislation

1. Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p.
1), as amended, includes the following provisions:
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Article 59

Time-limit and form of appeal

Notice of appeal must be filed in writing at the Office within two months after the date of notification of the
decision appealed from. The notice shall be deemed to have been filed only when the fee for appeal has been
paid. Within four months after the date of notification of the decision, a written statement setting out the
grounds of appeal must be filed.

...

Article 77

Notification

The Office shall, as a matter of course, notify those concerned of decisions and summonses and of any notice
or other communication from which a timelimit is reckoned, or of which those concerned must be notified
under other provisions of this Regulation or of the Implementing Regulation, or of which notification has been
ordered by the President of the Office.

Article 78

Restitutio in integrum

1. The applicant for or proprietor of a Community trade mark or any other party to proceedings before the
Office who, in spite of all due care required by the circumstances having been taken, was unable to observe a
time-limit vis-à-vis the Office shall, upon application, have his rights re-established if the non-observance in
question has the direct consequence, by virtue of the provisions of this Regulation, of causing the loss of any
right or means of redress.

2. The application must be filed in writing within two months from the removal of the cause of
non-compliance with the time-limit. The omitted act must be completed within this period. The application
shall only be admissible within the year immediately following the expiry of the unobserved time-limit. In the
case of non-submission of the request for renewal of registration or of non-payment of a renewal fee, the
further period of six months provided in Article 47(3), third sentence, shall be deducted from the period of
one year.

...

4. The department competent to decide on the omitted act shall decide upon the application.

...'

2. Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council Regulation (EC) No
40/94 on the Community trade mark (OJ 1995 L 303, p. 1) includes the following provisions:

Rule 49

Rejection of the appeal as inadmissible

(1) If the appeal does not comply with Articles 57, 58 and 59 of the Regulation and Rule 48(1)(c)
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and (2), the Board of Appeal shall reject it as inadmissible, unless each deficiency has been remedied
before the relevant time-limit laid down in Article 59 of the Regulation has expired.

...

(3) If the fee for appeal has been paid after expiry of the period for the filing of appeal pursuant to Article 59
of the Regulation, the appeal shall be deemed not to have been filed and the appeal fee shall be refunded
to the appellant.

...

Rule 61

General provisions on notifications

(1) In proceedings before the Office, any notifications to be made by the Office shall take the form of the
original document, of a copy thereof certified by, or bearing the seal of, the Office or of a computer
print-out bearing such seal. Copies of documents emanating from the parties themselves shall not require
such certification.

(2) Notifications shall be made

(a) by post in accordance with Rule 62;

(b) by hand delivery in accordance with Rule 63;

(c) by deposit in a post box at the Office in accordance with Rule 64;

(d) by telecopier and other technical means in accordance with Rule 65;

(e) by public notification in accordance with Rule 66.

Rule 62

Notification by post

(1) Decisions subject to a time-limit for appeal, summonses and other documents as determined by the
President of the Office shall be notified by registered letter with advice of delivery. Decisions and
communications subject to some other time-limit shall be notified by registered letter, unless the President
of the Office determines otherwise. All other communications shall be ordinary mail.

...

Rule 65

Notification by telecopier and other technical means

(1) Notification by telecopier shall be effected by transmitting either the original or a copy, as provided for in
Rule 61(1), of the document to be notified. The details of such transmission shall be determined by the
President of the Office.

...

Rule 68

Irregularities in notification

Where a document has reached the addressee, if the Office is unable to prove that it has been duly notified,
or if provisions relating to its notification have not been observed, the document shall be deemed to have
been notified on the date established by the Office as the date of receipt.

...'
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Background to the dispute

3. On 16 September 1997 the applicant applied to the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM) for a Community trade mark under Regulation No 40/94. The form completed in
this connection contained inter alia the details of the applicant's representative including his fax number.

4. The mark in respect of which registration was applied for is the word mark PAN &amp; CO for goods and
services in Classes 11, 30, 35, 37 and 42 within the meaning of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended.

5. The Community trade mark application was published in Community Trade Marks Bulletin No 54/1998 of
20 July 1998.

6. On 19 October 1998 Chipita International SA (hereinafter the intervener') filed opposition proceedings under
Article 42(1) of Regulation No 40/94 which was given reference number B 92 413. The ground relied on in
support of the opposition was the likelihood of confusion under Article 8(1)(b) of Regulation No 40/94
between the mark sought and the intervener's Community trade mark application. The latter, filed on 30
August 1996 for goods in Class 30 of the Nice Agreement, is depicted as follows:

>image>0

7. The opposition was directed solely against registration of the word mark PAN &amp; CO for goods in the
abovementioned class.

8. By Decision No 799/1999 of 22 September 1999, the Opposition Division refused the applicant's
Community trade mark application but only with regard to goods in Class 30 of the Nice Agreement.

9. By fax of 21 February 2000, OHIM asked the applicant to pay the registration fee.

10. Following a telephone conversation between an OHIM official and the applicant's representative, the
Opposition Division's decision of 22 September 1999 was sent to the latter by e-mail of 25 April 2000.

11. By letter of 23 June 2000 received by OHIM on 26 June 2000, the applicant filed an application for
restitutio in integrum under Article 78 of Regulation No 40/94 and an application for access to the file and
reimbursement of costs incurred.

12. In support of its application for restitutio in integrum the applicant argued that it had not been informed
by OHIM of the opposition proceedings under reference number B 92 413 and that it only became aware of
them when it paid the registration fee. This meant that it was unable to comply with the deadline for filing
observations on the opposition to the Community trade mark application or with the period for appealing the
decision of the Opposition Division of 22 September 1999. It asked for its rights to be re-established to reflect
the stage of the proceedings one year before the filing of the application for restitutio in integrum; it also
submitted as an annex to that application observations on the opposition by the intervener.

13. In that letter the applicant further requested that those observations be accepted as an appeal against
Decision No 799/1999 of the Opposition Division of 22 September 1999 in the event that OHIM were to take
the view that it was impossible for it to have its rights re-established and enclosed a cheque to cover the
appeal fee.

14. By Decision No 2480/2000 of 25 October 2000, the Opposition Division declared that it lacked
jurisdiction, under Article 78(4) of Regulation No 40/94, to determine the application for restitutio in integrum
in so far as it concerned non-observance of the period for bringing an appeal ag ainst
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its decision of 22 September 1999. It also rejected the application as inadmissible because it was brought
more than a year after the expiry on 6 February 1999 of the unobserved timelimit of three months afforded to
the applicant by OHIM by letter of 6 November 1998 for filing observations on the opposition. It also stated
that the application was in any event unfounded because the documents relating to opposition proceedings
under reference number B 92 413 had been duly communicated to the applicant.

15. By letter of 29 November 2000, OHIM informed the applicant that its application of 23 June 2000 would
also be treated as an appeal against Decision No 799/1999 of the Opposition Division of 22 September 1999
(Case R 1124/2000-1).

16. On 2 January 2001 the applicant brought proceedings with OHIM under Article 59 of Regulation No
40/94 against Decision No 2480/2000 of the Opposition Division of 25 October 2000 (Case R 26/2001-1).

17. On 2 August 2002 OHIM requested the applicant to submit its observations on the reports attesting correct
transmission issued by fax machine, first, concerning the communication of 6 November 1998 notifying the
opposition and inviting submission of observations on the opposition within a period of three months and,
secondly, of Decision No 799/1999 of the Opposition Division of 22 September 1999. The applicant acceded
to that request by letter dated 2 October 2002.

18. By decision of 26 September 2002, the First Board of Appeal rejected the appeal by the applicant against
Decision No 2480/2000 of the Opposition Division of 25 October 2000 on the ground that the application for
restitutio in integrum had not been lodged within the time-limits laid down in Regulation No 40/94.

19. The decision of the First Board of Appeal of 26 September 2002 was first sent for information purposes
to the applicant by fax of 2 October 2002, and then notified to the applicant's representative by registered
letter with acknowledgement of receipt which was duly signed on 10 October 2002.

20. By decision of 13 February 2003, which was notified to the applicant on 19 February 2003, the First
Board of Appeal dismissed the action brought by the applicant against Decision No 799/1999 of the
Opposition Division of 22 September 1999 on the ground that that action had not been brought within the
period laid down in Article 59 of Regulation No 40/94, which expired on 22 November 1999.

21. By decision of 13 March 2003, which was notified to the applicant on 24 March 2003, the First Board of
Appeal rectified the abovementioned decision, taking the view, in particular, that the action at issue was
deemed, under Article 49(3) of Regulation No 2868/95, not to have been brought.

Procedure and forms of order sought by the parties

22. By applications lodged at the Registry of the Court of First Instance on 18 December 2002 and 18 April
2003 and registered respectively under references T-380/02 and T-128/03, the applicant brought the present
proceedings.

23. OHIM lodged its reply at the Registry of the Court of First Instance on 15 July 2003 in Case T-380/02
and on 11 September 2003 in Case T128/03.

24. On 18 August 2003 the intervener lodged a reply in Case T-128/03 in which it sought suspension of
proceedings pending judgment in Case T380/02. The applicant and OHIM opposed the application for
suspension and stated that they favoured instead joinder of the two cases concerned.

25. By order of the President of the Fourth Chamber of the Court of First Instance of 3 February 2004, Cases
T-380/02 and T-128/03 were joined for the purposes of the oral procedure and the judgment in accordance
with Article 50 of the Rules of Procedure of the Court of First Instance.
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26. On hearing the views of the JudgeRapporteur the Court of First Instance decided to open the oral
procedure and, in the context of the organisation of measures of procedure, requested the parties to reply to
certain questions and to produce certain documents, which they did within the period allowed.

27. The applicant and OHIM made submissions and answered the questions put to them at the hearing on 14
December 2004.

28. At that hearing the applicant stated that in Case T-380/02 it was seeking annulment of the decision of the
Board of Appeal of 26 September 2002 and not of 2 October 2002 as erroneously indicated in its application.
In that connection OHIM made no observation.

29. In Case T-380/02 the applicant claims that the Court should:

- annul the decision of the Board of Appeal of 26 September 2002;

- declare that the defendant is liable to effect restitutio in integrum';

- order OHIM to pay all the costs.

30. In Case T-128/03 the applicant claims that the Court should:

- annul the decision of the Board of Appeal of 13 February 2003 and/or the decision of the Board of Appeal
of 13 March 2003;

- order OHIM to pay all the costs.

31. In both cases OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

Arguments of the parties

Case T-380/02

32. The applicant explains, first, that, having received on 21 February 2000 a request by OHIM for payment
of the registration fee, it noticed that a class of products was missing in contrast to the content of its claim. It
states that, following requests for explanations, OHIM sent to it, under cover of an e-mail of 25 April 2000,
Decision No 799/1999 of the Opposition Division of 22 September 1999, which apprised it of the existence of
an opposition to its Community trade mark application.

33. It claims to have learned of the opposition proceedings on reading the decision of 25 October 2000 of the
Opposition Division, which mentions four documents said to have been transmitted to it by OHIM, namely:

- a fax dated 6 November 1998 giving notification of the opposition and laying down a three-month period
expiring on 6 February 1999 for the submission of any observations;

- a fax dated 3 June 1999 informing it that the earlier mark on which the opposition was based had in the
mean time been entered in the register of Community trade marks and that a decision would be taken in light
of the sole items of evidence available;

- a fax of 22 September 1999 providing notification of Decision No 799/1999 of the Opposition Division of
the same date;

- a fax of 11 January 2000 giving notification of the entry into force of the decision referred
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to above and commencement of a period of three months for lodging a request for partial amendment of the
Community trade mark application.

34. However, none of those documents reached the office of the applicant's representative whose internal
organisation precluded any possibility of losing no fewer than four documents. The applicant was thus
deprived of the right to be heard inasmuch as it was not possible for it to enter into contact with the
opponent during the conciliation period, to submit observations or bring an appeal against Decision No
799/1999 of the Opposition Division within the period prescribed. The applicant maintains that, in those
circumstances and though having shown all due diligence necessitated by the circumstances, it was deprived of
the possibility of observing the time-limits laid down by OHIM, which justifies its claim for restitutio in
integrum.

35. The applicant states that it is precisely because of its ignorance of the state of the opposition proceedings
that it requested OHIM for its rights to be re-established to reflect the stage of the proceedings one year prior
to lodgement of the application for restitutio in integrum.

36. Secondly, it claims that OHIM's argument that the periods of time for challenging the opposition had
expired more than a year prior to introduction of the application for restitutio in integrum cannot be upheld.

37. In that regard the applicant observes that on 26 June 1999, that is to say one year before lodgement of
the abovementioned application, OHIM had not yet ruled on the opposition and that it was only the decision
of the competent division which closed the opposition proceedings. It alleges that until that decision periods of
time elapsed during which it might have been able to accomplish procedural acts, such as an application for
suspension of the opposition proceedings, withdrawal of the application for registration or limitation of the
products and services claimed, or settlement with the opponent. Under those circumstances, restitutio in
integrum ought, in the applicant's view, to be granted to it, in view of the fact that it also lost the possibility
of exercising its right of action against the decision of the Opposition Division.

38. The applicant claims, thirdly, that OHIM did not prove that the four documents at issue were in fact
notified to its representative, since the production of two transmission reports is in that regard insufficient, as
the transmission of the faxes may have been defective. It states that transmission reports in general, and those
of OHIM in particular, are in no way appropriate as proof of notification. In such a context, the restrictive
interpretation of Article 78 of Regulation No 40/94 adopted by the Board of Appeal means that there would
be no possibility of restitutio in integrum in so far as where a document is not notified restitutio in integrum
is never possible because no period of time can begin to run where there has been no notification.

39. Finally, the applicant observes that, in its decision of 25 October 2000, the Opposition Division did not
determine the question of restitutio in integrum in regard to the expired period for bringing an appeal and
states that it wrote to OHIM on 22 November 2000 in order to obtain a ruling on that part of the application.

40. OHIM states that the Board of Appeal was right to reject the application for restitutio in integrum under
the third sentence of Article 78(2) of Regulation No 40/94 in so far as that application was filed more than
one year after the expiry of the unobserved time-limit, namely on 6 February 1999.

Case T-128/03

41. The applicant relies essentially on three pleas in support of its application for annulment.

42. First of all, it criticises the Board of Appeal for having altered substantially both the grounds and
operative part of its initial decision of 13 February 2003 contrary to Rule 53 of Regulation
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No 2868/95 which only allows corrections of manifest errors. That alteration must be regarded as null and
void in law.

43. Secondly, it claims that OHIM did not correctly notify its communications and decisions.

44. At the hearing the applicant stated that OHIM did not enjoy full freedom of choice in regard to the
methods of notification set out in Rule 61(2) of Regulation No 2868/95 and that in the present case it ought
to have complied with Rule 62(1) of that regulation, which provides for notification by post.

45. It points out that, by way of proof of notification of the four documents mentioned at paragraph 33 above,
which the applicant says it never received, OHIM merely produced reports of fax transmission which can in
no event prove notification in proper and regular form. Those are merely indications of a notification.

46. Moreover, one of those reports, namely that relating to the communication of 6 November 1998 on the
opposition to the Community trade mark application, is manifestly incorrect inasmuch as the telephone dialling
code for Austria does not appear on it. The statement OK' appearing on that report demonstrates that it is
possible for there to be a confirmation that a fax has been correctly sent even where there is an error in the
fax transmission. The applicant observes that, in its decision of 13 February 2003, the Board of Appeal does
not refer to the report at issue and examines only the confirmatory report concerning transmission of the
decision of the Opposition Division of 22 September 1999.

47. The applicant stresses that, in any event, experience shows that it is possible for there to be a report
confirming the sending of the fax even though the fax never arrived at its destination.

48. Moreover, an examination of the practices of the various national offices and of the European Patent
Office shows that the sending of official communications, at least of those under which a period of time
begins to run, by post or by means of fax machines equipped with additional security machinery, is in
keeping with not only European but also international norms. Where a document is only sent by fax proof of
correct notification can never be adduced.

49. Thirdly, the applicant essentially pleads an infringement of the rights of the defence since access to the
file on the opposition proceedings requested on 12 July 2002 has still not been granted to it.

50. OHIM contends that all the pleas raised by the applicant should be rejected as unfounded.

51. The intervener asserts that the Board of Appeal was right to consider in the decision of 13 February 2003
that existing indications were sufficient to prove that the decision of the Opposition Division of 22 September
1999 was in fact notified to the applicant on the same date and that consequently the action brought against it
was inadmissible.

52. It observes that the applicant has adduced no evidence, in particular the daily records of items sent and
received concerning its fax machine, which might be such as to call in question actual receipt of the
notification referred to above.

Findings of the Court

53. It is common ground that both the application for restitutio in integrum and the action brought against
Decision No 799/1999 of the Opposition Division of 22 September 1999, upholding the opposition to the
Community trade mark application, were rejected on the ground that they had not been brought within the
periods provided for in that connection. In fact, OHIM considered that the periods of time at issue had begun
to run with effect from notification to the applicant by fax of the communication of 6 November 1998
informing it of the opposition to its trade mark application and of the commencement
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of a period of three months within which to submit any observations, and of Decision No 799/1999 of the
Opposition Division of 22 September 1999 which was accompanied by a letter advising it that that decision
could be appealed against within a period of two months of its notification.

54. Apart from the fact that it claims not to have received any of those faxes, the applicant asserts that OHIM
ought to have complied with Rule 62(1) of Regulation No 2868/95 providing for notification by post, and that
transmission reports in regard to faxes can under no circumstances prove notification in proper form which
alone is capable of initiating the running of periods of time.

55. In that connection it must be borne in mind that the probative value of a fax depends both on the degree
of formality that the applicable provisions require for the act in question and the conditions governing the use
of the fax transmission process, bearing in mind that, as a rule, the binding legal effects of the act are in no
way affected by the fact that it is sent by fax. Where the applicable provisions require a particular degree of
procedural formality for certain acts, consideration must be given to whether sending such acts by fax is
compatible with those provisions (Case C-398/00 Spain v Commission [2002] ECR I-5643, paragraphs 21 and
22).

56. In the present case Rule 61(2) of Regulation No 2868/95 sets out the different possible methods of
notification of OHIM decisions and communications including fax transmission. Separate provision is made for
each of these methods of transmission whereby the conditions and detailed rules proper to each are elucidated.

57. Thus, notification by publication in the Community Trade Marks Bulletin , mentioned in Rule 66 of
Regulation No 2868/95, may be effected only if it is not possible to know the address of the recipient or if
the notification provided for in Rule 62(1) thereof has not been able to be effectuated even after a second
attempt by OHIM. Notification by deposit in a post box at OHIM plainly presupposes that the addressee
possesses such a box in which the document to be notified is to be deposited.

58. As regards notification by fax, Rule 65 of Regulation No 2868/95 provides that it is to be effected by the
transmission either of the original or a copy under Rule 61(1) of that regulation of the document to be
notified'. The general formulation implies that that mode of notification may be employed whatever the nature
of the document to be notified. That conclusion is borne out by the terms of Article 1 of Decision EX-97-1 of
the President of OHIM of 1 April 1997 determining the form of decisions, communications and notifications
of OHIM, which lays down the manner of indicating the name of the body or of the division of OHIM
together with the name of the official or officials responsible where a decision, communication or notification
of OHIM is transmitted by fax'. Transmission by fax may therefore involve any decision or communication of
OHIM.

59. In regard to notification by post, Rule 62(1) of Regulation No 2868/95 provides for different treatment
depending on the type of document notified. In fact, it should be borne in mind that, under that rule,
decisions under which a time-limit for bringing an action begins to run, summonses and all other documents
in respect of which the President of OHIM prescribes notification by post are to be notified by registered
letter with advice of delivery. Decisions and communications subject to some other time-limit are to be
notified by registered letter, unless the President of OHIM determines otherwise. All other communications are
to be by ordinary mail.

60. It follows from the wording of that rule, which covers the totality of documents notifiable by OHIM, that
the detailed rules laid down therein apply only where it has been decided that notification should be effected
by post. It would be to render devoid of effect the other modes of notification laid down in Rule 61(2) of
Regulation No 2868/95 were the view to be taken that, save for notification by publication in the Community
Trade Marks Bulletin, OHIM is obliged to effect notification solely by post of decisions subject to a
time-limit for appeal and of communications subject to
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some other time-limit; the decision of the Opposition Division of 22 September 1999 and the communication
of 6 November 1998 come within those respective categories.

61. OHIM was therefore entitled to effect notification of the abovementioned documents by means of fax.
Accordingly, it is appropriate to assess the probative value of the items thus sent in light of the conditions of
use of the transmission process itself.

62. In any event, the same analysis must be conducted even on the supposition that due notification of the
communication of 6 November 1998 and of the decision of the Opposition Division of 22 September 1999
necessitated, as the applicant asserts, transmission by post under Rule 62(1) of Regulation No 2868/95 which
it is common ground was absent in this case.

63. In that connection it should be recalled that, under Rule 68 of Regulation No 2868/95, expressly entitled
Irregularities in notification', where a document has reached the addressee, if the OHIM is unable to prove
that it has been duly notified, or if provisions relating to its notification have not been observed, the document
is deemed to have been notified on the date established by OHIM as the date of receipt.

64. That provision, taken as a whole, must be construed as affording to OHIM the possibility of establishing
the date on which a document reached its addressee, if it is not possible to prove due notification or the
provisions relating to its notification have not been observed; OHIM must be entitled therefore to attach to
that proof the legal effects of due notification.

65. Since Rule 68 of Regulation No 2868/95 lays down no formalities for adducing that proof, it may be
adduced by means of a fax provided that the conditions for the use of that method of transmission confer
probative value to it.

66. OHIM produced in its pleadings several annexes including a letter dated 22 September 1999 in which
OHIM notified to the applicant Decision 799/1999 of the Opposition Division of the same date and the
communication of 6 November 1998 to which are appended the corresponding fax transmission reports.

67. The transmission report relating to the notification of Decision No 799/1999 of the Opposition Division of
22 September 1999 contains the following particulars:

- 0004336122221918', TELEFONO CONEXION' (telephone connection), the number being the fax number of
the law offices of the applicant's representative indicated in the application form for a Community trade mark
and preceded by a 0' for a communication external to OHIM;

- DR. LINDMAYR', ID CONEXION' (identification of the connection) a member of the same law firm as Dr
Secklehner, the applicant's representative;

- 22/09 16: 14' being the date and time of the connection;

- 9' being the number of pages transmitted, that is to say the eight pages of Decision No 799/1999 of the
Opposition Division of 22 September 1999 together with the notification letter of the same date;

- RESULTADO OK' attesting to the fact that the fax was correctly sent.

68. The transmission report relating to the communication of 6 November 1998 includes the following
particulars:

- 036122221918', TELEFONO CONEXION' (telephone connection);

- DR LINDMAYR', ID CONEXION' (identification of the connection);

- 06/11 18: 20' being the date and time of the connection;

© An extract from a JUSTIS database



62002A0380 European Court reports 2005 Page 00000 11

- 11' being the number of pages transmitted, comprising the text of the opposition lodged by the intervener
together with the letter from OHIM of 6 November 1998 providing notification of the opposition and
commencement of a period of three months for submission of any observations;

- RESULTADO OK' attesting to the fact that the fax was correctly sent.

69. In regard to the transmission report relating to the notification of Decision No 799/1999 of the Opposition
Division of 22 September 1999 the presence of the various elements mentioned in paragraph 67 above, which
are all referred to by the Board of Appeal in its decision of 13 February 2003 (see paragraph 23 et seq. of
the decision), enables probative value to be attached to the transmission report produced by OHIM, in view of
the fact that, in the course of the present proceedings, the applicant formulated no specific plea against that
report in connection with the particulars mentioned in it.

70. In that regard it should be noted that, to the extent to which reference is made globally therein to the
arguments contained in the pleadings lodged in the context of the administrative procedure, the application
moreover in Case T-128/03 and Case T-380/02 does not satisfy the requirements of Article 44(1)(c) of the
Rules of Procedure and cannot therefore be taken into consideration (Case T-84/96 Cipeke v Commission
[1997] ECR II-2081, paragraph 33, and Case T-20/02 Interquell v OHIM - SCA Nutrition (HAPPY DOG)
[2004] ECR II000, paragraph 20).

71. In regard to the transmission report concerning the communication of 6 November 1998 the applicant
states that it is an extremely dubious' document inasmuch as the part preceding the local identification number
was rendered illegible by means of a pencil.

72. In that regard it is sufficient to state that the document produced by the applicant in its annexes is in
actual fact a copy of an original document appearing on page 40 of the administrative file concerning the
procedure before OHIM which includes a trace of a fluorescent marking pen alongside the number
036122221918' but not masking any detail.

73. Secondly, the applicant alleges that the telephone dialling code for Austria, where the applicant's
representative has its offices, does not appear and that notwithstanding the statement OK' it is impossible,
under those circumstances, for the fax concerned to have reached it.

74. First of all, it should be observed that, both in the decision of the Board of Appeal of 13 February 2003
and in the reply by OHIM, it was stated that reference to the name of one of the lawyers of the firm
representing the applicant, as well as the number of the addressee appearing on the transmission report, is the
result of a setting on the fax receiving machine. Both in its application and at the hearing the applicant
adduced no evidence to contradict OHIM's assertion.

75. It should then be recalled, most importantly, that the applicant's conclusion reproduced at paragraph 73
above is contradicted by its own statements in the present proceedings.

76. In fact, in reply to a question put by the Court of First Instance seeking to verify the admissibility of the
action in Case T-380/02, the applicant expressly stated that it had received the decision of the Board of
Appeal of 26 September 2002 from OHIM by fax of 2 October 2002. Yet the number of the addressee on the
transmission report concerning the fax of 2 October 2002 is exactly the same as that mentioned on the
transmission report concerning the fax of 6 November 1998, namely the number 036122221918'.

77. Moreover, the file submitted to the Court of First Instance includes four other transmission reports
indicating the abovementioned number relating to faxes which the applicant has never denied having received,
namely:

- the fax of 25 October 2000 in which OHIM notified the applicant of the decision of the Opposition Division
of the same date rejecting its application for restitutio in integrum;
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- the fax of 21 December 2000 containing a letter of the same date from Mr Geroulakos, of the Opposition
Division at OHIM, indicating to the applicant's representative in reply to a letter from that representative of 28
November 2000 that that division was no longer competent to intervene in the case at issue;

- the fax of 2 August 2002 in which OHIM notified to the applicant's representative a communication from
the rapporteur of the First Board of Appeal of the same date;

- the fax of 17 October 2002 in which OHIM transmitted to the applicant's representative by way of
information a communication from the rapporteur of the First Board of Appeal addressed to the opponent's
representative.

78. It thus appears that indication of the dialling code for Austria on the transmission reports does not
constitute an essential element in establishing successful transmission of the faxes to the applicant's
representative.

79. It is also important to stress that it is common ground that, in the course of the procedures for registration
of the Community trade mark applied for, opposition thereto and the appeal against the decisions of the
Opposition Division, the applicant received a large number of faxes, both before and after the four faxes
which it claims not to have received during the course of the opposition proceedings alone.

80. In regard, moreover, to the two other faxes which the applicant asserts it did not receive, namely those of
3 June 1999 and 11 January 2000 (see paragraph 33 above), it cannot but be noted that OHIM also produced
transmission reports which included items conferring probative value on them.

81. It follows from the foregoing considerations that OHIM has established to the requisite legal standard, in
particular, receipt by the applicant on 6 November 1998 of the communication of the same date providing
notification of the opposition and of commencement of the threemonth period for submission of any
observations and, on 22 September 1999, of Decision No 799/1999 of the Opposition Division of the same
date, and accompanying letter, together with the notice stating that an appeal may be brought against that
decision within a period of two months of the date of notification.

82. That conclusion cannot be invalidated by mere considerations of a general nature raised by the applicant
as to the alleged lessons of experience' to the effect that a report confirming that a fax has been sent may be
issued by the issuing machine even though the fax has not reached its addressee.

83. Nor, moreover, does the applicant provide any evidence that the transmission reports produced by OHIM
and more particularly those concerning the faxes of 6 November 1998 and 22 September 1999 do not relate to
the documents forming the subject-matter of the transmission. On the contrary, it has been established that the
total number of documents comprising each document transmitted corresponds to the indications appearing in
the abovementioned transmission reports.

84. Moreover, it must be observed that, upon being requested on 2 August 2002 by the Board of Appeal to
produce any item such as to prove non-notification of the communication of 6 November 1998 and of
Decision No 799/1999 of the Opposition Division of 22 September 1999, the applicant did not, as that board
stresses in its decision of 13 February 2003, adduce any evidence to that effect and, more specifically, did not
produce, as it had been requested, copies of the log of emails sent and received relating to the days
concerned, or even mention the reasons which might have prevented it from doing so. It was only in the
application relating to Case T-128/03 that the applicant claimed for the first time that its representative's fax
machine was at the time not set in such a way as to enable daily logs to be published.

© An extract from a JUSTIS database



62002A0380 European Court reports 2005 Page 00000 13

85. In those circumstances, regard being had to the probative value of the transmission reports referred to at
paragraphs 67 and 68 above, first, notification by fax of the communication of 6 November 1998 initiating the
period of three months for the submission of any observations did in fact initiate that period and the expiry of
that period on 6 February 1999 constitutes the point of departure of the period of one year for lodgement of
the application for restitutio in integrum. Contrary to the applicant's argument to the effect that the one-year
period begins to run from the date of the decision of the Opposition Division of 22 September 1999, the
unobserved time-limit' for the purposes of Article 78(2) of Regulation No 40/94 cannot be construed as a
lapse of time without a predetermined date of expiry extending in the present case until the abovementioned
decision.

86. Since the application for restitutio in integrum was lodged on 26 June 2000, that is to say more than a
year after the expiry on 6 February 1999 of the unobserved three-month time-limit, it was therefore right that
in its decision of 26 September 2002 the First Board of Appeal rejected the applicant's appeal against the
decision of the Opposition Division of 25 October 2000 rejecting that application as not having been made
within the period provided for in Article 78(2) of Regulation No 40/94.

87. Second, the notification by fax of Decision No 799/1999 of the Opposition Division of 22 September
1999 in fact initiated the two-month period for bringing an action, as laid down in Article 59 of Regulation
No 40/94, and that period expired on 22 November 1999. Yet it is common ground that the applicant brought
its action and paid the attendant fee only on 26 June 2000, that is to say out of time.

88. The latter conclusion renders inoperative the applicant's plea invoked in support of its claim for annulment
of the decision of the Board of Appeal of 13 February 2003 and/or' of the decision of the Board of Appeal of
13 March 2003 alleging infringement of Rule 53 of Regulation No 2868/95.

89. It is common ground that, having rejected in its decision of 13 February 2003 the action brought by the
applicant as being out of time and thus inadmissible, the Board of Appeal on 13 March 2003 delivered a
decision in which it not only rectified the erroneous dates of certain documents but also adopted a new
ground of refusal, namely settlement of the appeal fee after expiry of the period for bringing an appeal and
consequently a new operative part since the action is deemed not to have been brought which gives rise to
reimbursement of that fee under Rule 49(3) of Regulation No 2868/95.

90. The applicant claims that, in so doing, the Board of Appeal infringed Rule 53 of Regulation No 2868/95
which authorises only rectifications of manifest errors.

91. Apart from the fact that Rule 49 of Regulation No 2868/95 including, under paragraph 3 thereof, rejection
of the appeal on the ground of inadmissibility, it must be observed that the solutions adopted in succession by
the Board of Appeal both demonstrate a positive response to the same problem, namely that of determining
whether the applicant was or was not out of time in regard to its action against Decision No 799/1999 of the
Opposition Division of 22 September 1999, in light of the same two-month period laid down in Article 59 of
Regulation No 40/94.

92. In those circumstances, whether or not the view is taken that the Board of Appeal adopted the decision of
13 March 2003 in breach of Rule 53 of Regulation No 2868/95, it was in any event for the applicant to
demonstrate that the Board of Appeal was wrong to consider that the applicant had not brought the appeal or
paid the duty relating thereto within the period laid down in Article 59 of Regulation No 40/94, which it did
not do, as has been established at paragraphs 53 to 87 above.

93. In support of its claim for annulment of the decision of the Board of Appeal of 13 February 2003 and/or'
of the decision of the Board of Appeal of 13 March 2003, the applicant further raises a plea of infringement
of the rights of the defence inasmuch as access to the file on the opposition
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proceedings requested as early as 26 June 2000, and then on 12 July 2002, had still not been granted to it on
the date when this action was brought.

94. In that regard it should be recalled that observance of the rights of the defence constitutes a general
principle of Community law whereby the addressees of the decisions of public authorities significantly
affecting their interests must be enabled effectively to make known their views (Case T-122/99 Procter &amp;
Gamble v OHIM (Shape of soap) [2000] ECR II-265, paragraph 42; Case T-34/00 Eurocool Logistik v OHIM
(EUROCOOL) [2002] ECR II-683, paragraph 21; and Case T-79/00 Rewe-Zentral v OHIM (LITE) [2002]
ECR II-705, paragraph 14).

95. The principle of protection of the rights of the defence is, moreover, enshrined in Article 73 of Regulation
No 40/94 according to which the decisions of OHIM may be based only on grounds on which the parties
have been able to express a view (Shape of soap , cited above, paragraph 40; EURCOOL , cited above,
paragraph 20; and LITE cited above, paragraph 13) since that provision relates both to factual and legal
grounds as well as to the evidence (Case T-16/02 Audi v OHIM (TDI) [2003] ECR II0000, paragraph 71).

96. In the present case it cannot but be noted that on 2 August 2002 OHIM transmitted to the applicant
reports attesting correct transmission issued by fax machine of the communication of 6 November 1998 giving
notification of the opposition and primarily of Decision No 799/1999 of the Opposition Division of 22
September 1999 and requested the applicant to submit its observations on those documents which the latter
did by letter dated 2 October 2002.

97. Thus it is common ground that the applicant took cognisance of and effectively made known its view on
the factual matter which constitutes the basis of the decisions of OHIM of 13 February and of 13 March 2003
and cannot therefore legitimately plead an infringement of the rights of the defence. The fact that it received
on 4 July 2003, thus subsequently to the introduction of its action in Case T-128/03, other documents
belonging to the file on the opposition proceedings including in particular the faxes of 3 June 1999 and 11
January 2000, which it claims not to have received on the dates indicated, is in that regard devoid of
relevance.

98. Finally, it should be noted that the applicant mentions the fact that in its decision of 25 October 2000 the
Opposition Division did not rule on the application for restitutio in integrum inasmuch as it concerns
non-observance of the period for bringing an appeal against the decision of that division of 22 September
1999 and that it awaits a decision on that point.

99. In actual fact it appears that the Opposition Division declared itself incompetent under Article 78(4) of
Regulation No 40/94 to rule on that part of the application for restitutio in integrum, taking the view that only
the boards of appeal had jurisdiction to do so.

100. It is clear from the file that the applicant did not oppose that solution. Thus, by letter dated 22
November 2000, it requested OHIM for a decision to be made by a board of appeal on the application for
restitutio in integrum in regard to non-observance of the period for bringing an appeal against the decision of
the Opposition Division of 22 September 1999. Moreover, the summary of the applicant's arguments in the
decision of the Board of Appeal of 26 September 2002 ruling on the action brought by the applicant against
the decision of the Opposition Division of 25 October 2000 makes no mention in that regard.

101. It must therefore be held that the situation described at paragraph 98 above does not correspond to the
subject-matter of the dispute in Case T-128/03 and that its mere mention by the applicant without any other
clear and specific indications as to a possible infringement of any provision of Regulation No 40/94 or of
Regulation No 2868/95 cannot be regarded as an annulment plea either in Case T128/03 or in Case T380/02.
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102. It follows from all the foregoing considerations that the actions brought by the applicant must be
dismissed in their entirety.

Costs

103. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it must
be ordered to pay the costs incurred by OHIM as asked for by it. Conversely, since the intervener did not in
its reply make any submissions as to the allocation of costs, it must bear its own costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Wieland-Werke AG v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Word marks SnTEM, SnPUR and SnMIX - Absolute grounds for refusal- Descriptive nature - Article

7(1)(c) of Regulation (EC) No 40/94. Joined cases T-367/02 to T-369/02.

In Joined Cases T-367/02 to T-369/02,

Wieland-Werke AG, established at Ulm (Germany), represented by S. Gruber and F. Graf von Stosch, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by T.L.
Eichenberg and G. Schneider, acting as Agents,

defendant,

APPLICATIONS for annulment of three decisions of the First Board of Appeal of the OHIM of 25 September
2002 (Cases R 338/2001-1, R 337/2001-1 and R 335/2001-1), concerning applications for registration of word
marks SnTEM, SnPUR and SnMIX as Community trade marks,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: D. Christensen, Administrator,

having regard to the applications lodged at the Registry of the Court of First Instance on

9 December 2002,

having regard to the joinder of these cases for the purposes of the written procedure, the oral procedure and
the judgment, in accordance with Article 50 of the Rules of Procedure of the Court of First Instance,

having regard to the response lodged at the Registry of the Court of First Instance on

28 April 2003,

and further to the hearing on

17 June 2004,

gives the following

Judgment

Costs

49. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the Office's costs in accordance with the forms of
order sought by the Office.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:
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1. Dismisses the actions in their entirety;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 14 December 1999 the applicant filed three applications for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade marks for which registration was sought were the word signs SnTEM, SnPUR and SnMIX.

3. The goods in respect of which registration was sought fall within Class 6 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description:

Metallic semi-finished products in the form of sheets, strips, wires, tubes, sections, rods or the like, especially
in non-ferrous metals, such as copper or a copper alloy, having a metallic coating on one side or both sides
especially of tin or a tin alloy.'

4. By letters of 10 February 2000 the examiner informed the applicant that in accordance with Article 7(1)(b),
(c) and (g) of Regulation No 40/94 it was impossible to allow the signs in question to be registered, for they
were descriptive of the goods for which registration was sought, devoid of any distinctive character and of
such a nature as to deceive the public. According to the examiner, the element Sn' represents the chemical
symbol for tin. The element TEM' is the abbreviation used in the scientific and technical sphere for the word
tempered' in connection with alloys. Consequently, the trade mark SnTEM means tempered tin'. The element
PUR' means pure, so the trade mark SnPUR means pure tin'. Last, according to the examiner, the element
MIX' corresponds to the German for mixture' and the trade mark SnMIX therefore means tin alloy'. The
examiner also found that each of the trade marks sought was of such a nature as to deceive the public
inasmuch as the products in respect of which the applications were made are not consistent with those
indications.

5. By letter of 3 April 2000 the applicant submitted its observations on the examiner's objections. In addition,
it limited the list of products covered by the applications for trade marks by deleting the second especially',
the list of products thus becoming:

Metallic semi-finished products in the form of sheets, strips, wires, tubes, sections, rods or the like, especially
in non-ferrous metals, such as copper or a copper alloy, having a metallic coating on one side or both sides of
tin or a tin alloy.'

6. By three decisions of 7 and 8 February 2001 the examiner refused the applications for registration on the
basis of Article 7(1)(b) and (c) of Regulation No 40/94.

7. On 4 April 2001 the applicant lodged three appeals with the Office pursuant to Articles 57 to 62 of
Regulation No 40/94.

8. By decisions of 25 September 2002 R 338/2001-1, R 337/2001-1 and R 335/20011 (the contested
decisions'), which were notified to the applicant on 10 October 2001, the First Board of Appeal dismissed the
appeals. In substance, the Board of Appeal held that, since specialist circles would know the meaning of the
chemical symbol Sn' and of the abbreviations TEM', PUR' and MIX', the trade marks sought indicate tempered
tin, pure tin or a tin alloy, respectively. In consequence, according to the Board of Appeal, the trade marks at
issue are descriptive of the goods covered by the applications for registration and are devoid of any distinctive
character within the meaning of Article 7(1)(c) and (b) of Regulation No 40/94.
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Forms of order sought

9. The applicant claims that the Court should:

- annul the contested decisions;

- order the Office to pay the costs.

10. The Office contends that the Court should:

- dismiss the applications;

- order the applicant to pay the costs.

Law

11. In support of its actions the applicant puts forward two pleas in law. The first alleges infringement of
Article 7(1)(c) of Regulation No 40/94. The second alleges infringement of Article 7(1)(b) of that regulation.

12. It is appropriate to examine the first plea in law.

13. The applicant denies that the signs SnTEM, SnPUR and SnMIX are merely descriptive of the goods
covered by the applications for registration and claims that those signs do not, in the relevant sectors, directly
or physically designate the quality or other characteristics of the goods referred to.

14. The Office maintains that the Board of Appeal was right in finding in the contested decisions that the
trade marks in question must be refused registration.

15. The Court notes that, under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively
of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose,
value, geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' may not be registered. In addition, Article 7(2) provides that
[p]aragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community'.

16. Article 7(1)(c) of Regulation No 40/94 prevents the signs and indications to which it refers from being
reserved to one undertaking alone because they have been registered as trade marks. That provision thus
pursues an aim which is in the public interest, namely that such signs or indications may be freely used by all
(Case C-191/01 P OHIM v Wrigley [2003] ECR I12447, paragraph 31).

17. The distinctiveness of a trade mark must be assessed, first, in relation to the goods or services in respect
of which registration of the sign has been requested (Case T-135/99 Taurus-Film v OHIM (Cine Action )
[2001] ECR II-379, paragraph 25, and Case T-136/99 Taurus-Film v OHIM (Cine Comedy ) [2001] ECR
II-397, paragraph 25) and, second, in relation to the perception of the section of the public targeted which is
composed of the consumers of those products or services (Case T-219/00 Ellos v OHIM (ELLOS ) [2002]
ECR II-753, paragraph 29).

18. In the circumstances of the case, it is to be noted first of all that the goods covered by the applications
for registration are metallic semi-finished products, especially in non-ferrous metals, in the form of sheets,
strips, wires, tubes, sections, rods or the like, having a metallic coating on one side or both sides of tin or a
tin alloy.

19. It has therefore to be considered that, given the nature of the goods in question, the targeted public
consists of specialists in the sphere of metallurgy.

20. Moreover, inasmuch as those specialists are acquainted with the usual scientific terms and abbreviations in
their sphere of activity, whatever the linguistic origin of those terms or abbreviations
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may be, the targeted public has to be considered to consist of specialists in metallurgy in various countries of
the European Union.

21. Accordingly, for the purposes of Article 7(1)(c) of Regulation No 40/94, it is necessary only to consider,
on the basis of a given meaning of the word signs in question, whether, from the point of view of the
intended public, there is a sufficiently direct and specific association between the signs and the categories of
goods and services in respect of which registration is sought (Case T-355/00 DaimlerChrysler v OHIM (TELE
AID ) [2002] ECR II-1939, paragraph 28).

22. With regard to the meaning of the trade marks in respect of which registration is sought, it is to be noted
that each of the word signs SnTEM, SnPUR and SnMIX is composed of two distinct elements, namely, Sn'
and TEM', PUR' and MIX', respectively.

23. First, it is established that the element Sn', common to the three word signs at issue, is the chemical
symbol for tin. All the goods in respect of which the applicant seeks registration are covered in a metallic
coating on one side or both sides of tin or a tin alloy'. In consequence, all the goods claimed by the applicant
contain tin and the element Sn' is therefore descriptive of one of their characteristics.

24. Second, it is necessary to examine the meaning of the second element composing the three signs for
which registration has been sought.

25. First of all, the element TEM' refers - and this has not been disputed - to the English verb temper', which
relates to heat treatment which is a characteristic of the goods in question. The applicant's argument that the
word temper' does not indicate the material qualities of a product but rather a manufacturing process has no
relevance. Indeed, indicating the process by which a product is manufactured also concerns a characteristic of
that product.

26. Accordingly, the element TEM' has to be regarded as descriptive of one of the characteristics of the goods
for which registration is claimed.

27. Next, as regards the element PUR', that too must be regarded as being descriptive of one of the
characteristics of the goods for which registration is claimed, namely, their purity'.

28. The element MIX' refers - and this is not disputed by the applicant - to a mixture.

29. That element is therefore descriptive of one of the characteristics of the goods for which registration is
claimed, inasmuch as it indicates that those goods or some part of them are composed of an alloy of various
metals.

30. Third, the meaning of each of the signs at issue as a whole must be examined.

31. It must be borne in mind that if a mark, such as that at issue in the main proceedings, which consists of a
neologism produced by a combination of elements, is to be regarded as descriptive within the meaning of
Article 7(1)(c) of Regulation No 40/94, it is not sufficient that each of its components may be found to be
descriptive. The word or neologism itself must be found to be so (see, by analogy, Case C-265/00 Campina
Melkunie [2004] ECR I-0000, paragraph 37, and Case C-363/99 Koninklijke KPN Nederland [2004] ECR
I-0000, paragraph 96).

32. A trade mark consisting of a neologism or a word composed of elements each of which is descriptive of
characteristics of the goods or services in respect of which registration is sought is itself descriptive of the
characteristics of those goods or services for the purposes of Article 7(1)(c) of Regulation No 40/94, unless
there is a perceptible difference between the neologism or the word and the mere sum of its parts: that
assumes that, because of the unusual nature of the combination in relation to the goods or services, the
neologism or word creates an impression which is sufficiently far removed from that produced by the mere
combination of meanings lent by the elements of which
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it is composed, with the result that the word is more than the sum of its parts (see, by analogy, Campina
Melkunie , paragraph 43, and Koninklijke KPN Nederland , paragraph 104).

33. In the circumstances, with regard to the signs SnTEM and SnPUR, it is clear from the annexes to the
Office's response, which have not been challenged by the applicant, that in the sector of the metallic goods
concerned in this case it is quite normal for the designation of the material in question to be followed by an
explanatory addition when mention is made of the precise nature of the materials used for those goods.
Accordingly, contrary to the applicant's submission, the signs SnTEM and SnPUR cannot be considered to be
lexical inventions. Moreover, as the Office has correctly pointed out, the adjective pure' is often placed after
the noun to which it relates in order to emphasise its purity.

34. Having regard to the nature of the goods referred to in the application for the trade mark, the relevant
public will thus immediately understand the word sign SnPUR to designate products made of pure tin.

35. So far as the word sign SnTEM is concerned, having regard to the nature of the goods referred to in the
application for the trade mark, the relevant public, that is to say, specialists in the field of metallurgy, will
understand it to mean that the goods in question are made of tempered tin. In this connection the applicant
itself admits that it is possible at the very most to see in the sign some vague allusion to the thermal
treatment of tin (tempered tin)', but it considers that the sign cannot be understood straight away in that sense
before the chemical symbol Sn' has been translated as tin'. It has to be held that specialist sectors are capable
of understanding immediately, having regard to the goods in question, that Sn' means tin. Indeed, as is clear
from the internet sites to which the Office refers in its response, without being contradicted on that point by
the applicant, chemical symbols are in widespread use in the sector concerned.

36. So far as concerns the word sign SnMIX, having regard to the nature of the goods referred to in the
application for the trade mark, the relevant public will immediately understand it to designate products made
of a tin alloy. The applicant cannot reasonably maintain that the connection between the sign SnMIX and the
goods in respect of which it is claimed is too vague or uncertain for it to be possible for the sign in question
to be considered to be a description of those goods. Indeed, the mere indication that an alloy of tin is
involved is enough to characterise the goods in question, and it is not necessary to know with what metal or
other material the tin is mixed. The applicant's argument that the expression tin mixture' could refer to the
manufacturing process is equally irrelevant, since that process forms part of the characteristics of a product.

37. Consequently, it must be considered that the word signs SnTEM, SnPUR and SnMIX are themselves
descriptive of characteristics of the goods concerned, because there is no perceptible difference between those
signs and the mere sum of their parts. In relation to the goods in question, the nature of the combinations
SnTEM, SnPUR and SnMIX is not unusual (see, to that effect and by analogy, Campina Melkunie , paragraph
41).

38. With regard to the sign SnTEM the Board of Appeal found, in paragraph 23 of the decision challenged in
Case T-367/02, that specialist circles know the meaning of the abbreviation Sn' and that TEM' is a common
abbreviation in English, although the combination of the two elements into SnTEM cannot be vouched for
from the lexical point of view. According to paragraph 24 of that decision, specialist circles will not see in
the word sign SnTEM a neologism contrary to the rules of grammar' but rather an abbreviation clearly
indicating that it referred to tempered tin'. The Board of Appeal therefore concluded in paragraph 25 of that
decision that the trade mark applied for was merely descriptive of the goods in question. Similar reasoning is
set out in paragraphs 24 to 26 of the decision challenged in Case T-368/02 and paragraphs 24 to 26 of the
decision challenged in Case T-369/02.
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39. Accordingly, the Board of Appeal in essence considered in the contested decisions that the signs at issue
were not unusual. Consequently, the Board of Appeal did not, as the applicant alleges, misinterpret the
principles laid down in Case C383/99 P Procter &amp; Gamble v OHIM [2001] ECR I6251), concerning the
word mark BABY-DRY, having regard to the fact that in the instant case it is not disputed that the trade
marks applied for do not constitute lexical inventions.

40. Finally, so far as concerns the applicant's argument that the terms SnTEM, SnPUR and SnMIX are not
used to designate the intermediary products themselves, or one of their essential characteristics or yet the
quality following from the treatment they have undergone, it is enough to observe that it is not necessary that
the signs and indications composing the mark that are referred to in Article 7(1)(c) of Regulation No 40/94
should actually be in use at the time of the application for registration in a way that is descriptive of goods or
services such as those in relation to which the application is filed, or of characteristics of those goods or
services. It is sufficient that those signs and indications could be used for such purposes (see, by analogy,
Campina Melkunie , paragraph 38), which is made sufficiently plain in the documents submitted to the Court
of First Instance by the Office and not challenged by the applicant. Nor can the latter rely on Case T-193/99
Wrigley v OHIM (DOUBLEMINT ) [2001] ECR-II417, set aside by the judgment in OHIM v Wrigley, since
it is enough that the sign in question should designate, in at least one of its possible meanings, a characteristic
of the goods or services concerned (see OHIM v Wrigley , paragraph 32 and, by analogy, Campina Melkunie
, paragraph 38).

41. The applicant's argument that there are other terms for designating the same characteristics of its products
is not persuasive. It is immaterial whether or not there are synonyms capable of designating the same
characteristics of the goods or services mentioned in the application for registration. Although Article 7(1)(c)
of Regulation 40/94 provides that, if the ground for refusal set out there is to apply, the mark must consist
exclusively' of signs or indications which may serve to designate characteristics of the goods or services
concerned, it does not require that those signs or indications should be the only way of designating such
characteristics (see, by analogy, Campina Melkunie , paragraph 42, and Koninklijke KPN Nederland ,
paragraphs 57 and 101).

42. It follows from all the foregoing considerations that the word signs SnTEM, SnPUR and SnMIX may
serve, within the meaning of Article 7(1)(c) of Regulation No 40/94, from the point of view of the targeted
public, to designate essential characteristics of the goods falling within the categories covered by the
applications for registration.

43. In consequence, the Board of Appeal did not infringe Article 7(1)(c) of Regulation 40/94 when it
considered that the word signs SnTEM, SnPUR and SnMIX could not be registered as Community trade
marks.

44. The applicant's first plea in law must therefore be rejected, without any need to hear the witness relied
upon by the applicant.

45. With regard to the second plea in law, Article 7(1) of Regulation 40/94 makes it quite clear that it is
sufficient that one of the absolute grounds for refusal listed in that provision applies for the sign at issue not
to be registrable as a Community trade mark (Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph
29; Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 30,
and Case T-348/02 Quick v OHIM (Quick) [2003] ECR II-0000, paragraph 37).

46. Furthermore, according to the case-law, a word mark which is descriptive of characteristics of goods or
services for the purposes of Article 7(1)(c) of Regulation No 40/94 is, on that account, necessarily devoid of
any distinctive character in relation to those goods or services within the meaning of Article 7(1)(b) (see, by
analogy, Campina Melkunie , paragraph 19, and Koninklijke
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KPN Nederland , paragraph 86).

47. In those circumstances, the applicant's second plea alleging infringement of Article 7(1)(b) of Regulation
No 40/94 cannot be upheld.

48. In consequence the actions must be dismissed in their entirety.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Chum Ltd v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Word mark STAR TV - Opposition of the owner of the international figurative mark STAR TV -

Refusal to register. Case T-359/02.

In Case T-359/02,

Chum Ltd, established in Toronto (Canada), represented by M.J. Gilbert, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by P.
Bullock and S. Laitinen, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM having been

Star TV AG, established in Schlieren (Switzerland),

ACTION brought against the decision of the Second Board of Appeal of OHIM of 17 September 2002 (Case
R 1146/2000-2), relating to opposition proceedings between Chum Ltd and Star TV AG,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Mengozzi and I. Wiszniewska-Biaecka, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Court Registry on 3 December 2002,

having regard to the response lodged at the Court Registry on 9 April 2003,

further to the hearing on 17 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Facts

1. On 28 July 1998 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark for which registration was sought was the word mark STAR TV.

3. The services in respect of which registration was sought fall within Classes 38 and 41 of the
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Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond for each of those classes to
the following description:

- Class 38: television broadcasting services, interactive electronic television broadcasting services, including via
the medium of television, electronic mail, the internet and other electronic media';

- Class 41: production, distribution, recording and development of television programmes, video, tapes, CDs,
CD-ROMs and computer disks'.

4. The application was published in Community Trade Marks Bulletin No 43/99 of 31 May 1999.

5. On 30 August 1999, Star TV AG filed a notice of opposition to the application pursuant to Article 42 of
Regulation No 40/94, alleging a likelihood of confusion under Article 8(1)(a) and (b) of the regulation. The
opposition was based on the international figurative mark reproduced below:

>image>0

>image>1

6. That trade mark's registration covered Germany, Austria, the Benelux countries, France and Italy and related
to services in Class 38 (television broadcasting, i.e. broadcasting of special programmes containing information
and documentaries on cinema and movies') and services in Class 41 (production of television programmes,
namely of special programmes containing information and documentaries on cinema and movies').

7. By decision of 28 September 2000, the Opposition Division, having found there to be a likelihood of
confusion between the conflicting signs, upheld the opposition and refused to allow the applicant's application
for registration.

8. On 28 November 2000, the applicant brought an appeal against the Opposition Division's decision.

9. By decision of 17 September 2002 (the contested decision'), the Second Board of Appeal of OHIM
dismissed the appeal and upheld the decision of the Opposition Division. In relation in particular to the
assessment of the degree of similarity of the services, the Board of Appeal concluded, first, that the Class 38
services (television broadcasting services; interactive electronic television broadcasting services including via
the medium of television, electronic mail, the internet and other electronic media) covered by the trade mark
application and the production of television programmes in Class 41 included and overlapped with the
opponent's services in those classes and, second, that the other services to which the application for
registration related (distribution, recording and development of television programmes, video, tapes, CDs,
CD-ROMs and computer disks') were either complementary to the services covered by the opponent's trade
mark or provided the electronic support for them. As regards the comparison of the conflicting signs, the
Board of Appeal found, first, that visually the two signs were very similar, since the verbal element of the
earlier mark coincided with the mark claimed; second, that phonetically the mark claimed was identical to the
verbal element of the earlier mark; and, finally, that conceptually both marks suggested the same idea, that of
a star.

Forms of order sought

10. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to grant its application for registration;

- order reimbursement of the costs incurred by it in the proceedings before the Board of Appeal
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and the Opposition Division of OHIM;

- order OHIM to pay the costs.

11. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

12. As a preliminary point, it must be borne in mind that by virtue of settled case-law, the Court of First
Instance is not entitled to issue directions to the Office (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v
OHIM (Giroform) [2001] ECR II-433, paragraph 33, and Case T106/00 Streamserve v OHIM
(STREAMSERVE) [2002] ECR II723, paragraph 18). Therefore, the applicant's claim that OHIM should be
ordered to register the applicant's trade mark application must be declared inadmissible.

13. In support of its application for annulment, the applicant raises a single plea in law alleging infringement
of Article 8(1)(b) of Regulation No 40/94.

Arguments of the parties

14. The applicant challenges the Board of Appeal's finding concerning, first, the high degree of sim ilarity
between or the identity of the services concerned and, second, the alleged similarity of the conflicting signs
from the visual and conceptual point of view and their identity in phonetic terms.

15. As regards, in the first place, the similarity between the services concerned, the applicant maintains, first
of all, that the range of services within Classes 38 and 41 to which the trade mark application relates is
broader than the range of services in the same classes covered by the earlier mark. As far as Class 38 is
concerned, the earlier mark covers only television broadcasting of special programmes containing information
and documentaries on cinema and movies, whilst the services to which the trade mark application relates
encompass television broadcasting services and interactive electronic television broadcasting services including
via the medium of television, electronic mail, the internet and other electronic media. The same is true of the
services in Class 41, since the earlier mark covers only the production of special programmes containing
information and documentaries on cinema and movies, whilst the services designated by the trade mark
application include not only the production but also the distribution, recording and development of television
programmes, video, tapes, CDs, CD-ROMs and computer disks.

16. The applicant goes on to point out that the services to which the trade mark application relates are
directed at the general public, whilst those covered by the earlier mark are targeted at a more select,
specialised group comprised of movie buffs'.

17. Finally, the services in Class 41 to which the trade mark application relates are not restricted to the
production and broadcasting of television programmes but also include the distribution of those programmes to
third parties. There is thus a significant difference between the applicant's and the opponent's respective areas
of business so far as the services in Class 41 are concerned and the services covered by the trade mark
application cannot therefore be regarded as being merely complementary to the opponent's services.

18. With respect, in the second place, to the finding that the conflicting signs are similar, the applicant points
out, first of all, that the earlier trade mark is essentially a figurative mark, composed of various elements,
whilst the mark applied for is purely a word mark. That essential difference precludes any comparison of the
two marks from the visual point of view.
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19. What is more, no phonetic similarity can be detected between the signs at issue. Since the earlier trade
mark is figurative, it is likely to be perceived solely through its graphic representation. By contrast, it is the
phonetic aspect of the mark claimed which is paramount.

20. Finally, the two conflicting trade marks are also conceptually different. From that perspective, the mark
applied for is such as to suggest movie stars, celebrities and entertainment in general and television
programming related thereto', whilst the earlier mark is more likely to suggest astronomy... and television
programming related thereto'.

21. Furthermore, the applicant points out that the word star', which features in both the signs at issue, is
commonly used in relation to services in Classes 38 and 41. It follows, in its submission, that the protection
conferred on the earlier mark should not be so extensive as to secure a monopoly on that word for the
proprietor of that mark.

22. The applicant also points out that it is already the proprietor of the Community trade mark STAR
TELEVISION, registered for services in Classes 38 and 41, as well as of various international word and
figurative marks containing the word star' and/or the depiction of a star. In that regard, it points out, first of
all, that the opponent did not attempt to prevent registration of the trade mark STAR TELEVISION. Further,
it would be clearly illogical not to allow registration of the trade mark STAR TV, when the applicant has
been able to register the mark STAR TELEVISION, which is virtually identical. Finally, the trade mark
applied for clearly distinguishes the applicant's services from those of other undertakings, since it forms part
of a set of trade marks of which the applicant is the proprietor and which contain the word star' and/or the
representation of a star.

23. OHIM concurs with the Board of Appeal's assessment.

Findings of the Court

24. Article 8(1)(b) of Regulation No 40/94 provides that upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered: if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark'.

25. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

26. By virtue of the same line of case-law, the likelihood of confusion must be assessed globally, according to
the perception which the relevant public has of the signs and of the products or services in question and
taking into account all factors relevant to the circumstances of the case, in particular the interdependence
between the similarity of the signs and that of the goods or services identified (see Case T162/01 Laboratorios
RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II2821, paragraphs 31 to
33, and the cases cited).

27. In this instance, in view of the nature of the services concerned, a description of which is set out at
paragraphs 3 and 6 above, the target public by reference to which the likelihood of confusion must be
assessed consists for all the services in question, apart from the distribution of television programmes, which
is covered by the trade mark application, of average consumers in the Member States in which the opponent's
international mark is protected, namely Germany, Austria, the Benelux countries, France and Italy.

28. Although it is true that certain services offered by the applicant, falling within Class 38
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and Class 41, are directed at consumers with some idea of information technology who are familiar with the
use of electronic equipment, it is none the less the case that currently the supply and consumption of
audiovisual products and their distribution to a wide market, composed essentially of young people, are such
that those products and services cannot be regarded as restricted to a select specialised group of consumers.
Contrary to the applicant's submission, although the services in Classes 38 and 41 which are protected by the
earlier trade mark concern specifically the realm of cinema, they cannot be regarded as targeting a public
other than the general public with a general interest in televised entertainment.

29. Conversely, it must be held that the services associated with the distribution of television programmes,
which is referred to in the trade mark application and comes under Class 41, are directed not at the average
consumer but at a public consisting of professionals working in the audiovisual and television broadcasting
sectors, who are likely to be especially interested and attentive when choosing a supplier.

30. Under Article 8(1)(b) of Regulation No 40/94 and in the light of the foregoing considerations, it is
necessary to compare, first, the services concerned and, second, the conflicting signs.

The services concerned

31. According to settled case-law, in assessing the similarity of the products or services concerned, all the
relevant factors pertaining to the relationship between those products and services are to be taken into account.
Those factors include, inter alia, their nature, their end users and their method of use and whether they are in
competition with one another or are complementary (Case T388/00 Institut für Lernsysteme v OHIM -
Educational Services (ELS) [2002] ECR II4301, paragraph 51).

32. Here, the opposition is based on an earlier trade mark registered for services in Classes 38 and 41 and is
directed against registration of the trade mark applied for in respect of services within the same classes.

33. The Board of Appeal concluded that television broadcasting services, interactive electronic television
broadcasting services, including via the medium of television, electronic mail, the internet and other electronic
media, on the one hand, and the production of television programmes, on the other hand, covered by the trade
mark application and coming within Class 38 and Class 41 respectively, included and overlapped with the
services designated by the earlier mark within the same classes. As regards the other services to which the
trade mark application relates and which come within Class 41 (distribution, recording and development of
television programmes , video, tapes, CDs, CD-ROMs and computer disks), the Board of Appeal concluded
that either they were complementary to the services protected by the earlier mark within the same class or
they provided support for them.

34. A comparison of the descriptions of the Class 38 services concerned, reproduced at paragraph 3, first
indent, and paragraph 6 above for each of the signs, shows (i) that the television broadcasting services
covered by the earlier mark are restricted to a specific field, namely the broadcasting of programmes about the
cinema, whilst a broader form of wording is used to describe the services to which the trade mark application
relates, and (ii) that the last-mentioned services expressly include interactive electronic television broadcasting
services', whereas such a specification does not appear in the description of the services claimed by the
opponent.

35. It must be found that, despite the differences in description, the Class 38 services to which the trade mark
application relates are in part identical to the Class 38 services covered by the earlier mark and in part
similar.
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36. First, as has been rightly stated by both the Board of Appeal in the contested decision and OHIM in its
response, the applicant and the opponent provide services of the same nature, namely television broadcasting
services, notwithstanding the specialised nature of the programmes broadcast by the opponent. Therefore, the
services to which the trade mark application relates also include the services protected by the earlier trade
mark.

37. Second, interactive television broadcasting, which uses electronic support such as digital television or the
internet, allowing consumers to use the service in a way which is more than just the passive reception of the
visual component, must be regarded as a particular method of television broadcasting. In that sense, it cannot
be regarded as excluded from the description of the services covered by the earlier trade mark, although it is
not expressly mentioned there. Thus, the interactive electronic television broadcasting services' to which the
trade mark application relates and the television broadcasting services protected by the earlier mark must be
regarded, at the very least, as similar.

38. A similar conclusion must be drawn in respect of the production of television programmes' within Class
41 which features both in the description of the services to which the trade mark application relates and in
that of the services covered by the earlier mark. In this case too, the broader form of wording used by the
applicant also encompasses the television programmes produced under the earlier trade mark, which concern
the specific area of cinema.

39. As regards, finally, the other Class 41 services offered by the applicant as part of its business of
production, distribution, recording and development of television programmes, video, tapes, CDs, CD-ROMs
and computer disks', it must not be forgotten that, according to settled case-law, the factors to be taken into
account in the assessment of the similarity between the products or services include their end users and
whether they are in competition with one another or are complementary (see the cases cited at paragraph 31
above). In this instance, as the Board of Appeal rightly held, the production, recording and development of
television programmes, video, tapes, CDs, CD-ROMs and computer disks, covered by the trade mark
application, must be regarded as similar to the production of television programmes covered by the earlier
trade mark, inasmuch as either they are complementary to the latter activity, since they include the
development of audiovisual or multimedia products capable of constituting a specific method of broadcasting
the opponent's products, or they provide the electronic support for such broadcasting.

40. In conclusion, it must be held that, despite the differences in description, the services to which the trade
mark application relates are in part identical to the services covered by the earlier trade mark and in part
similar.

The signs concerned

41. It is settled case-law that the global assessment of the likelihood of confusion, which must take into
account all the relevant factors, must, as regards the visual, aural or conceptual similarity of the marks in
question, be based on the overall impression created by them, bearing in mind, in particular, their distinctive
and dominant components (Case C251/95 SABEL [1997] ECR I6191, paragraph 23, and ELS , paragraph 62).
The average consumer of the type of products or services in question, whose perception of the trade marks
plays a decisive role in the global appreciation of the likelihood of confusion, normally perceives a mark as a
whole and does not proceed to analyse its various details (SABEL , cited above, paragraph 23).

42. In this case, the earlier trade mark comprises a figurative and word mark consisting of a central depiction
of a five-pointed star tilting to the left, over which the words star TV' are written on two lines in red capital
letters, rounded off by a moon surrounded by three small stars, the outlines of which appear at the top left
between two of the points of the central star. The mark
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for which registration is sought consists of the words star TV'.

43. As regards, first of all, the comparison of the two marks at issue from a visual point of view, a
preliminary point to note is that the Court of First Instance has already stated that there is nothing to prevent
a determination as to whether there is any visual similarity between a word mark and a figurative mark, since
the two types of mark have graphic form capable of creating a visual impression' (Case T110/01 Vedial v
OHIM - France Distribution (HUBERT) [2002] ECR II5275, paragraph 51).

44. In that connection, it is appropriate to state at the outset that the words star TV' constitute both the mark
applied for and the verbal element of the earlier mark. In similar circumstances, the Court of First Instance
held that a complex word and figurative mark cannot be regarded as being similar to another trade mark
which is identical or similar to one of the components of the complex mark, unless that component forms the
dominant element within the overall impression created by the complex mark. That is the case where that
component is likely to dominate, by itself, the image of that mark which the relevant public keeps in mind,
with the result that all the other components of the mark are negligible within the overall impression created
by it (Case T6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR II4335,
paragraph 33).

45. In the present case, with respect to the visual comparison of the signs at issue, the Board of Appeal found
that the words star TV' formed the dominant element of the earlier mark.

46. Such a finding is not vitiated by error. Given the overall visual impression produced by the earlier trade
mark, the verbal element star TV' is certainly capable of holding the attention more than the other figurative
aspects of the sign both on account of its size, the words star' and TV' being superposed on the central star
image and extending beyond the outer edges of the star, and on account of the impact of its colours, the
words being written in red on a black and white background.

47. In those circumstances, given that the mark applied for is the same as the dominant verbal element of the
earlier trade mark, the Board of Appeal did not make an error of assessment in finding that there was a high
degree of similarity between the two marks.

48. Similarly, the Board of Appeal was correct to find that the two marks were phonetically identical.

49. Contrary to what the applicant seems to be maintaining, it must be acknowledged that, like the trade mark
applied for, the earlier mark, inasmuch as it is composed of a verbal element, is also capable of being
reproduced phonetically. Thus, in this instance, since the phonetic expression of the earlier mark coincides
with the expression of its only verbal element - the words star TV' -, which corresponds to the trade mark
applied for, it must be held that from the point of view of phonetics the two conflicting signs are identical.

50. Finally, the Board of Appeal found that from a conceptual point of view both of the signs at issue evoked
the image of a star.

51. In that regard, it must be stated that, although the visual impression of the earlier trade mark
unequivocally and immediately evokes the idea of a star, given that one of the elements of which it is
composed consists of the graphic representation of a star, the same is true of the mark applied for only if
there is a reasonable presumption that the target public knows the meaning of the English word star'.

52. Even if average consumers, who form the relevant public in relation to most of the services in question,
do not necessarily know the meaning of the English word star', that word is in current usage in German,
French, Italian and Dutch to describe a film star. Thus, both the trade mark for which registration is sought,
which contains the word star', and the earlier mark, whose dominant verbal element reproduces the word star',
are such as to evoke the idea of a film star'. Furthermore,
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the ability of both the signs to evoke such an idea is all the greater given that in both cases the word star' is
combined with the letters TV', which, as an abbreviation of the word television', are apt to emphasise the
allusion to the idea of a film star or a famous actor or actress. It follows that conceptually both the
conflicting marks are such as to evoke the same idea.

53. It is clear from the foregoing that visually, phonetically and conceptually the trade mark applied for and
the earlier mark are very similar and, in some respects, identical.

Whether there is a likelihood of confusion

54. In the circumstances set out above, in view of the fact that the conflicting signs and the services that they
designate are identical or similar, it must be concluded that there is a real likelihood that the relevant public
will be unable to tell the commercial origin of those services apart.

55. Such a conclusion is equally valid for the services covered by the trade mark application which relate to
the distribution of television programmes and in respect of which the target public consists, as stated at
paragraph 29 above, of professionals in the audiovisual sector. It must be held that the visual, phonetic and
conceptual similarities between the conflicting marks are such that even a more attentive public may be led to
believe that the services in question come from the same undertaking or from economically linked
undertakings. The fact that the opponent does not operate directly in the distribution sector does not
undermine such a conclusion, since, as a general rule, the production and distribution of television
programmes can be, and often are, carried out by the same undertakings.

56. It must therefore be concluded that the Board of Appeal did not make an error of assessment in finding
that there was a likelihood of confusion between the trade mark applied for, STAR TV, and the earlier trade
mark.

57. As regards the arguments which the applicant bases on its various national, international and Community
registrations, whose subject-matter is trade marks containing the word star' or the depiction of a star, and on
what it alleges to be the common use of the word star' to designate the services at issue in the present case, it
is sufficient to note that those arguments were not advanced either before the Opposition Division or before
the Board of Appeal. According to the case-law, facts which are pleaded before the Court without having
previously been brought before the OHIM authorities can affect the legality of such a decision only if OHIM
was required to take them into account of its own motion (Case T115/03 Samar v OHIM - Grotto (GAS
STATION) [2004] ECR II0000, paragraph 13). It follows from the concluding words of Article 74(1) of
Regulation No 40/94, according to which, in proceedings relating to relative grounds for refusal of
registration, OHIM is to be restricted in its examination to the facts, evidence and arguments provided by the
parties and the relief sought, that OHIM is not required to take into account of its own motion facts which
have not been put forward by the parties. Therefore, such facts cannot affect the legality of a decision of the
Board of Appeal (GAS STATION , cited above, paragraph 13).

58. In the light of all of the foregoing, the applicant's claim for annulment must be rejected.

Costs

59. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must, in accordance with the form of order sought by OHIM, be ordered to
pay the costs.

60. Under Article 136(2) of the Rules of Procedure, costs necessarily incurred by the parties for the purposes
of the proceedings before the Board of Appeal are regarded as recoverable costs. That is not so in the case of
costs incurred for the purposes of the proceedings before the Opposition
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Division and the applicant's claim for reimbursement of those costs must in any event be rejected on that
ground. The applicant's claim for reimbursement of the costs incurred for the purposes of the proceedings
before the Board of Appeal must also be rejected, since its application for annulment has been dismissed.

DOCNUM 62002A0359

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2005 Page 00000

DOC 2005/05/04

LODGED 2002/12/03

JURCIT 31994R0040-A08P1LB : N 13 24 - 58
31994R0040-A74P1 : N 57
61995J0251 : N 41
61999A0331 : N 12
62000A0106 : N 12
62000A0388 : N 31 41
62001A0006 : N 44
62001A0110 : N 43
62001A0162 : N 26
62003A0115 : N 57

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA X CDN

PROCEDU Application for annulment - inadmissible;Application for annulment - unfounded

DATES of document: 04/05/2005
of application: 03/12/2002

© An extract from a JUSTIS database



62002A0356 European Court reports 2004 Page 00000 1

Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. Vitakraft-Werke Wührmann

&amp; Sohn GmbH &amp; Co. KG v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Community trade mark - Opposition proceedings - Earlier figurative mark

including the verbal element 'Krafft' - Application for Community word mark VITAKRAFT - Relative
ground for refusal - Genuine use of the earlier mark - Similarity of the signs - Article 8(1)(b) of

Regulation (EC) No 40/94 - Rule 22(2) of Regulation (EC) No 2868/95. Case T-356/02.

In Case T-356/02,

Vitakraft-Werke Wührmann &amp; Sohn GmbH &amp; Co. KG, established in Bremen (Germany),
represented by U. Sander, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A.
Apostolakis and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the OHIM Board of Appeal and intervener before the Court of First
Instance being

Krafft, SA, established in Andoain (Spain), represented by P. Koch Moreno, lawyer,

APPEAL against the decision of the Fourth Board of Appeal of OHIM of 4 September 2002 (Joined Cases R
506/2000-4 and R 581/2000-4) in opposition proceedings between Krafft, SA, and Vitakraft-Werke Wührmann
&amp; Sohn GmbH &amp; Co. KG,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: B. Pastor, Deputy Registrar

having regard to the application lodged at the Court Registry on

29 November 2002,

having regard to OHIM's response lodged at the Court Registry on

25 April 2003,

having regard to the intervener's response lodged at the Court Registry on

10 April 2003,

further to the hearing on

5 May 2004,

gives the following

Judgment

Costs

60. Pursuant to Article 87(3) of the Rules of Procedure, the Court of First Instance may order that the costs
be shared or that each party bear its own costs where each party succeeds on some and fails on other heads.
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61. In the present case, the applicant, the Office and the intervener all failed in part of their claims.
Consequently, it is appropriate to order each party to bear its own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 4 September 2002 (Joined Cases R 506/2000-4 and R 581/2000-4) in so far as
it allowed the intervener's appeal before the Board of Appeal concerning the goods industrial oils and greases;
lubricants; fuels (including motor spirit) and illuminants' (Class 4) and the goods building materials (not
metallic); non-metallic rigid pipes for building, asphalt, pitch and bitumen' (Class 19) contained in the
Community trade mark application;

2. Dismisses the remainder of the action;

3. Orders the parties to bear their own costs.

Background to the dispute

1. On 5 June 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office') pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark in respect of which registration was sought is the word sign VITAKRAFT.

3. The goods in respect of which registration of the sign was sought are in Classes 1, 3, 4, 12 and 19 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond for each class to the
following descriptions:

- Class 1: Chemicals used in industry, science and photography, as well as in agriculture, horticulture and
forestry, in particular chemicals and filter material of chemical, mineral, vegetable materials, unprocessed
plastic materials or ceramic particles for water treatment, in particular for aquaria and garden ponds;
unprocessed artificial resins, unprocessed plastics; manures; fire extinguishing compositions; tempering and
soldering preparations; chemical substances for preserving foodstuffs; tanning substances; adhesives used in
industry';

- Class 3: Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and
abrasive preparations, in particular sand paper for animal cages; soaps; perfumery, essential oils, cosmetics,
hair lotions; dentifrices';

- Class 4: Industrial oils and greases; lubricants; dust absorbing, wetting and binding compositions; fuels
(including motor spirit) and illuminants; candles, wicks';

- Class 12: Vehicles; apparatus for locomotion by land, air or water';

- Class 19: Building materials (non-metallic); non-metallic rigid pipes for building; asphalt, pitch and bitumen;
non-metallic transportable buildings; monuments, not of metal'.

4. The trade mark application was published in Community Trade Marks Bulletin No 30/98 of 27 April 1998.

5. On 27 July 1998, the intervener brought opposition proceedings on the basis of Article 42 of Regulation
No 40/94.
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6. The opposition was based on the figurative marks reproduced below:

A B C

>image>0

7. Those marks have been registered in Spain as follows:

- Registration No 1924081 (of sign A) of 5 May 1995 for the following goods included in Class 1: Chemicals
used in industry, science and photography, as well as in agriculture, horticulture and forestry; unprocessed
artificial resins, unprocessed plastics; manures; fire extinguishing compositions; tempering and soldering
preparations; chemical substances for preserving foodstuffs; tanning substances; adhesives used in industry and
specially, antifreezes, refrigerating liquids, adhesives and sealing used in industry, dismoulding and
agglomerating chemical products' (hereinafter the earlier mark A1');

- Registration No 1924082 (of sign A) of 5 May 1995 for the following goods included in Class 3: Bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices, and specially products for cleaning vehicle
motors and carburettors; wax and products for polishing vehicles, shampoo for washing vehicles, shampoo for
cleaning the upholstery of vehicles, products for cleaning and polishing chromium-plated products, wax
polishes and shine-renewing products, vehicle air fresheners' (hereinafter the earlier mark A2');

- Registration No 1160484 (of sign B) of 5 September 1987 for the following goods included in Class 4:
Industrial oils and greases; lubricants; dust absorbing, wetting and binding compositions; fuels (including
motor spirit) and illuminants; candles, wicks' (hereinafter the earlier mark B');

- Registration No 1042443 (of sign C) of 20 February 1984 for goods included in Class 12: Vehicles;
apparatus for locomotion by land, air or water; motors for land vehicles' (hereinafter the earlier mark C1');

- Registration No 1052802 (of sign C) of 20 July 1984 for goods included in Class 19: Building materials
(non-metallic); non-metallic rigid pipes for building; asphalt, pitch and bitumen; non-metallic transportable
buildings; monuments, not of metal' (hereinafter the earlier sign C2').

8. The applicant requested that the intervener prove that the earlier marks B, C1 and C2 were put to genuine
use in accordance with Article 43(2) and (3) of Regulation No 40/94. Following that request, the intervener
produced 18 catalogues relating to various products from its range.

9. By Decision No 317/2000 of 24 February 2000, the Opposition Division partially upheld the opposition
after establishing the identity of the goods and services included in Classes 1 and 3, then recognised the
similarity of the signs and consequently found that there was a likelihood of confusion. However, it rejected
the opposition in so far as it related to goods in Classes 4, 12 and 19 on the ground that the intervener had
not provided sufficient proof of use of the earlier marks B, C1 and C2 and, in particular, of the extent and
duration of that use.

10. On 26 April 2000, the intervener appealed against the decision of the Opposition Division, claiming
principally that the Opposition Division had erred in finding that the proof of use of the earlier marks for the
goods in Classes 4, 12 and 19 was insufficient. Furthermore, the intervener, pointing out the similarity
between the goods in Classes 1 and 3 covered by the earlier marks and the contested goods in Classes 4, 12
and 19 as specified in the application for registration, requested that that application be rejected in respect also
of the goods in Classes 4, 12 and 19.

11. By letter of 5 May 2000, the applicant appealed against the decision of the Opposition Division, its main
complaint being that the Opposition Division had held that there was similarity between
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the signs.

12. By decision of 4 September 2002 in Joined Cases R 506/2000-4 and R 581/2000-4 (the contested
decision'), the Fourth Board of Appeal of the Office, considering that genuine use of marks B and C2 by the
intervener had been proved for part of the goods, namely for lubricants, greases, motor oils' included in Class
4 and for mortar and levelling paste for construction' included in Class 19, partially annulled the decision of
the Opposition Division. It held that there was a similarity between the goods industrial oils and greases;
lubricants; fuels (including motor spirit) and illuminants' in Class 4, referred to in the application for the mark,
and the goods for which use of the earlier mark B had been proved. Furthermore, the Board of Appeal found
that there was a similarity between cleaning preparations' in Class 3 and covered by the earlier mark A2 and
dust absorbing, wetting and binding compositions' in Class 4, referred to in the application for registration. It
found also that there was a similarity between the goods building materials (non-metallic); non-metallic rigid
pipes for building; asphalt, pitch and bitumen' covered by the mark applied for and mortar and levelling paste
for construction' in respect of which the intervener had proved use of the earlier mark C2. Taking the view
that the decision of the Opposition Division was correct in its finding that there was a likelihood of confusion
owing to the similarity between the signs and goods in question, the Board of Appeal dismissed the
applicant's appeal in its entirety. It also partially dismissed the intervener's appeal, firstly on the ground that
the intervener had not proved genuine use of the earlier mark C1 or of earlier marks B and C2 in respect of
goods other than industrial oils and greases; lubricants' (Class 4) and mortar and levelling paste for
construction' (Class 19) and, secondly, that certain disputed goods in Classes 4, 12 and 19 were not similar to
the goods and services covered by the earlier marks A1, A2 and C2, in Classes 1, 3 and 19. Essentially,
registration of the Community trade mark was refused for the following goods included in the Community
trade mark application: all goods in Classes 1 and 3 of the Nice Agreement and industrial oils and greases;
lubricants; dust absorbing, wetting and binding compositions; fuels (including motor spirit) and illuminants'
(Class 4) and building materials (non-metallic); non-metallic rigid pipes for building; asphalt, pitch and
bitumen' (Class 19).

Procedure and forms of order sought by the parties

13. On 8 January 2003, the intervener requested that English be designated the language of the case. As the
application and the application for registration were in German, that request was refused and, in accordance
with Article 131(1) and the third subparagraph of Article 131(2) of the Rules of Procedure of the Court of
First Instance, German became the language of the case.

14. The applicant claims that the Court of First Instance should:

- partially annul the contested decision in so far as the appeal of Krafft, SA was allowed and in so far as the
applicant's appeal was not allowed;

- order the Office to pay the costs.

15. The Office and the intervener contend that the Court of First Instance should:

- dismiss the action;

- order the applicant to pay the costs.

Law

16. In support of its action, the applicant puts forward two pleas in law. The first plea in law alleges
infringement of Article 43(2) and (3) of Regulation No 40/94 and of Rule 22(2) of Commission Regulation
(EC) No 2868/95 of 13 December 1995 implementing Council Regulation (EC) No 40/94 on the Community
trade mark (OJ 1995 L 303, p. 1); the second plea in law alleges infringement of Article 8(1)(b) of
Regulation No 40/94.
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The first plea in law, alleging infringement of Article 43(2) and (3) of Regulation No 40/94 and of Rule 22(2)
of Regulation No 2868/95

Arguments of the parties

17. The applicant claims that the intervener has not proved that the earlier marks were put to genuine use in
respect of the products greases and motor oils; lubricants' and mortar and levelling paste for construction'.

18. With regard to the catalogue relating to motor oils supposedly printed in 1992, this is not within the
material period which runs from 28 April 1993 to 28 April 1998.

19. By contrast, the catalogues supposedly printed in 1993, 1994 and 1996 do not, according to the applicant,
contain anything relating to the use of the earlier marks for the products motor oils and greases' in Class 4 or
for mortar and levelling paste for construction' in Class 19.

20. The applicant concedes that the catalogues in question contain certain indications relating to lubricants'.
However, it points out that those indications do not meet the requirements of Rule 22(2) of Regulation No
2868/95. The evidence relates only to the years 1993 to 1996 and not to 1997 and 1998. The applicant
considers that, where proof of use of the mark relates only to part of the material period, it is essential that
the holder of the earlier marks should at least show that, during that period, the use was extensive. The
intervener has furnished no viable evidence regarding the extent of the use of the earlier marks.

21. The Office notes that four of the catalogues produced by the intervener during the opposition proceedings
enable conclusions to be drawn regarding the duration, nature and place of the use, namely:

- Catalogue 1, entitled Emergiendo con fuerza', relating to motor oils, printed in 1992, which indicates that the
prices mentioned apply only with effect from January 1993;

- Catalogue 2, entitled Lubricantes para automocion', concerning lubricants, which was published in 1993;

- Catalogue 3, entitled Lubricantes automocion', concerning greases and lubricants;

- Catalogue 4, entitled Suelos industriales', from 1997, relating to mortars and levelling pastes for construction.

22. The Office doubts, however, that the catalogues in question contain any useful indications as to the extent
of the use of the earlier marks, such indications being required under Rule 22(2) of Regulation No 2868/95 in
order to distinguish genuine use of the marks from purely fictitious use. In the Office's view, the production
of advertising material may, in principle, constitute sufficient proof. The Office wonders, however, whether it
is necessary to give indications regarding the extent of the circulation of the advertising materials. It
recognises that, in the present case, such indications are not available.

23. The intervener concurs with the reasoning given by the Board of Appeal. It considers, in particular, that
the requirements of Rule 22(2) of Regulation No 2868/95 were met. The indication and proof of the place of
use is clear from the indication of the intervener's representatives in various towns in Spain. The duration of
the use is indicated and proved by the dates of printing of the catalogues. As regards the nature of the use,
the catalogues show the goods bearing the earlier marks B and C2.

24. The intervener conceded, at the hearing, that the catalogues did not contain any indication relating to the
extent of the use. Furthermore, it did not maintain the argument that proof of use follows from the fact that
its marks were known on the Spanish market. However, it points out
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that it is required to show only that the use made of the earlier marks B and C2 is not a fictitious use
intended only to keep them on the register. The intervener added, also at the hearing, that, according to the
Office's practice, objective proof should be furnished, such as, for example, catalogues or invoices. It
explained that its invoices showed only the names of the goods, without indicating the mark, because it sold
only goods bearing the Krafft mark, so that the mark does not distinguish the various products in its range.
The intervener therefore opted to show the use of the earlier marks by way of the advertising material which
it produced at the time of the OHIM proceedings.

Findings of the Court

25. As is apparent from the ninth recital in the preamble to Regulation No 40/94, the legislature considered
that there is no justification for protecting earlier trade marks except where the marks are actually used.
Consistent with that recital, Article 43(2) and (3) of Regulation No 40/94 provides that an applicant for a
Community trade mark may request proof that the earlier mark has been put to genuine use in the territory
where it is protected during the period of five years preceding the date of publication of the trade mark
application against which an opposition has been filed (Case T-39/01 Kabushiki Kaisha Fernandes v OHIM -
Harrison (HIWATT) [2002] ECR II-5233, paragraph 34).

26. As is apparent from the judgment in Case C-40/01 Ansul [2003] ECR I2439, paragraph 43, there is
genuine use' of a mark where it is used in accordance with its essential function, which is to guarantee the
identity of the origin of the goods or services for which it is registered, in order to create or preserve an
outlet for those goods or services; genuine use does not include token use for the sole purpose of preserving
the rights conferred by the mark. Furthermore, the condition of genuine use of the mark requires that the
mark, as protected on the relevant territory, be used publicly and outwardly (see Ansul , paragraph 37, and
Case T174/01 Goulbourn v OHIM - Redcats (Silk Cocoon) [2003] ECR II-789, paragraph 39).

27. Pursuant to Rule 22(2) of Regulation No 2868/95, proof of use must relate to the place, time, extent and
nature of the use made of the earlier mark.

28. Furthermore, the Court of First Instance has held that genuine use of a trade mark cannot be proved by
means of probabilities or suppositions, but must be demonstrated by solid and objective evidence of effective
and sufficient use of the trade mark on the market concerned (HIWATT , cited above, paragraph 47).

29. It is in the light of those considerations that the Court must assess whether, in the present case, the Board
of Appeal did not err in law in considering that the intervener had provided proof of genuine use of the
earlier marks B and C2 for the products motor oils and greases; lubricants' (Class 4) and for the products
mortar and levelling paste for construction' (Class 19). The Court notes, in that regard, that the intervener has
not complained that the Board of Appeal regarded those earlier marks as being registered only for the goods
in respect of which, in the view of the Board of Appeal, the intervener had given concrete proof of use and
not for the entire category to which those goods belong and for which those earlier marks were registered.
With regard to the earlier mark C1 and the other goods covered by the earlier marks B and C2, as the
intervener did not contest the findings of the Board of Appeal that the use of the marks in connection with
them had not been shown, those findings do not form part of the present dispute.

30. Firstly, it should be noted that, as the application for the Community trade mark was published on 27
April 1998, the period of five years runs from 27 April 1993 to 26 April 1998. Secondly, since the earlier
marks B and C2 are protected by Spanish registration, the relevant territory is that of Spain. It follows that
the intervener is required to show that its earlier marks were
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used on the Spanish market between 27 April 1993 and 26 April 1998.

31. The Board of Appeal considered, in paragraph 14 of the contested decision, that it had no reason to doubt
that the catalogues produced by the intervener reflected the marketing during the relevant period of time of
the products represented in those catalogues under the depicted mark. Furthermore, it considered, in paragraph
16 of the contested decision, that catalogues that bear dates included within the relevant period, that represent
the opponent's products, that show the opponent's trade mark used in the same form as registered, that show
how the mark is applied on the products, that list wholesalers in a wide range of places within the territory
concerned and that clearly associate the opponent with its mark do show satisfactorily, for the purposes of
Article 43(2) of Regulation No 40/94, that the earlier mark was put to genuine use.

32. That reasoning is erroneous in that it is based upon presumptions.

33. It follows from the case-law cited in paragraph 26 above that it is appropriate to examine whether the
intervener has shown, in the proceedings before the Office, that its earlier marks B and C2, as protected, were
used on the relevant territory publicly and outwardly for the purpose of creating or preserving an outlet for
those goods or services covered by the marks. Pursuant to Rule 22(2) of Regulation No 2868/95, that proof
must relate in particular to the extent of that use. Finally, it is not sufficient for genuine use to appear
probable or credible; actual proof of that use must be given.

34. In the present case, the catalogues submitted to the Board of Appeal establish neither the fact that they
were distributed to a potential Spanish clientele, nor the extent of any distribution, nor the number of sales
made of goods protected by the mark. The intervener has provided no indication supported by evidence to
enable any useful conclusions to be drawn in that regard. The mere existence of those catalogues could, at
most, make it probable or credible that goods protected by the earlier marks were sold or, at least, offered for
sale within the relevant territory, but it cannot prove that fact.

35. It must therefore be found that the Board of Appeal erred in law by regarding the catalogues produced by
the intervener as sufficient proof, without its being necessary to ascertain whether the catalogues contain
satisfactory indications concerning the goods motor oils and greases' and mortar and levelling paste for
construction', or concerning the duration of the use.

36. Consequently, the first plea in law of the applicant is well founded. The Board of Appeal was therefore
wrong to allow in part the intervener's appeal against the decision of the Opposition Division. It follows that
the contested decision should be annulled in so far as it allowed the intervener's appeal before the Board of
Appeal concerning the goods industrial oils and greases; lubricants; fuels (including motor spirit) and
illuminants' (Class 4) and the goods building materials (not metallic); non-metallic rigid pipes for building,
asphalt, pitch and bitumen' (Class 19) included in the Community trade mark application.

The second plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

37. The applicant considers that the Board of Appeal made an incorrect comparative analysis of the two signs
at issue.

38. Firstly, the earlier marks are both word and figurative marks, consisting of a rectangle of the colours red,
blue and white, divided into two equal parts, the upper part of which bears the inscription krafft' in white on
a red background and the lower part of which is a blue area. Although the applicant concedes that the
distinctive and dominant element of the earlier marks is the name Krafft', it maintains that the Board of
Appeal erred in considering that that graphic element
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would be totally ignored and forgotten by the average consumer.

39. Secondly, the applicant points out that, according to case-law, the mark is normally perceived as a whole.
The average consumer does not undertake an analysis of its various details. The applicant therefore contests
the view of the Board of Appeal that a Spanish consumer would decompose the mark applied for into vita'
and kraft'. Furthermore, even assuming that the consumer did undertake such an analysis, he would not be
likely to omit the term vita' and retain only the term kraft'. In that regard, the applicant points out that the
word vita' is not descriptive of the goods intended to be covered by the requested mark. It submits that
although it is true that the part of a complex mark which is descriptive of the goods and services covered
cannot in principle be regarded as the dominant element of the mark, that argument does not apply to the
present case. On that basis, the word vita' is not of secondary importance. It follows, in the applicant's view,
that the conflicting marks display, from the point of view of their graphic and verbal elements, sufficient
differences to make them distinctive.

40. Thirdly, the applicant considers that the conflicting signs are sufficiently different on an auditory level
since the requested sign will be pronounced vitakraft' whilst the verbal element of the earlier signs is
pronounced krafft'.

41. Finally, the applicant considers that there is also an obvious conceptual difference between the signs at
issue. The earlier signs will be perceived, by a Spanish consumer, as simply an invented term. By contrast,
the requested sign evokes the idea of vitality (vitalidad' in Spanish), or even the adjective vital' (vital' in
Spanish).

42. The Office and the intervener agree entirely with the reasoning of the Board of Appeal.

43. The intervener notes, in particular, that the prefix vita' is an everyday concept which is not very
distinctive and that, in Spanish, the main stress, in the pronunciation of vitakraft', falls on the syllable kraft'.

Findings of the Court

44. Since the applicant's first plea in law is well founded, it is necessary only to assess the likelihood of
confusion between the requested sign and the earlier marks A1 and A2 (the earlier marks') which are not
subject to the requirement of proof that they have been put to genuine use because, at the date of publication
of the Community trade mark application, they had been registered for less than five years (Article 43(2) and
(3) of Regulation No 40/94).

45. Within the meaning of Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an
earlier trade mark, the trade mark applied for is not to be registered if because of its identity with or
similarity to the earlier trade mark and the identity or similarity of the goods or services covered by the trade
marks there exists a likelihood of confusion on the part of the public in the territory in which the earlier trade
mark is protected.

46. According to established case-law, the risk that the public might believe that the goods or services in
question come from the same undertaking or, as the case may be, from economically-linked undertakings,
constitutes a likelihood of confusion.

47. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception that the relevant public has of the signs and the products or services at issue, and taking into
account all factors relevant to the circumstances of the case, in particular the interdependence of the similarity
between the signs and the similarity between the goods or services covered (see Case T-162/01 Laboratorios
RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821, paragraphs 31 to
33, and the case-law cited).

48. It should be noted that the findings of the Board of Appeal relating to the similarity between
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the products were not contested by the applicant or the intervener. The outcome of the appeal depends,
therefore, on whether there is a likelihood of confusion because of a similarity between the signs. The
products involved in the assessment of the similarity between the signs are all those in Classes 1 and 3 of the
Nice Agreement mentioned in the Community trade mark application and the dust absorbing, wetting and
binding compositions' (Class 4) which the Board of Appeal considered similar to cleaning, polishing, scouring
and abrasive preparations' protected by the earlier mark A2 and included in Class 3.

49. It is clear from established case-law that the global assessment of the likelihood of confusion, as far as
concerns the visual, aural or conceptual similarity of the conflicting marks, must be based on the overall
impression given by the marks, bearing in mind, inter alia, their distinctive and dominant components (see
judgment of 14 October 2003 in Case T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und
Einzelhandel (BASS) [2003] ECR II-0000, paragraph 47, and the case-law cited).

50. As regards, firstly, the visual aspect of the earlier marks, the Board of Appeal rightly held that the
dominant element of those marks, despite their figurative nature, consists of the word Krafft'. The figurative
elements of the earlier signs, namely the graphics of the work Krafft', on the one hand, and the blue and red
rectangles, on the other hand, are not sufficiently large to make a greater impression on the consumer than
their verbal element.

51. The requested sign consists, for a Spanish-speaking consumer, of a word composed of two elements, the
first of which is the term vita' and the second the term kraft'. The Board of Appeal rightly held that a
consumer, perceiving a verbal sign, will break it down into elements which, for him, suggest a concrete
meaning or which resemble words known to him. Thus the term vita' will be perceived, by a Spanish-speaking
consumer, as alluding to words such as vitality' or vital' (vitalidad' or vital' in Spanish). However, although the
term kraft' means strength' in certain languages, including German, it has no concrete meaning in the Spanish
language.

52. The Court notes that, as a general rule, an invented word is more likely to draw the attention of the
consumer (see, to that effect, Case T-6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN)
[2002] ECR II-4335, paragraph 43, upheld by order of the Court of Justice of 28 April 2004 in Case C-3/03
P Matratzen Concord v OHIM [2004] ECR I-0000). The Court of First Instance has also observed that the
public will not generally consider a descriptive element forming part of a complex mark as the distinctive and
dominant element of the overall impression conveyed by that mark (judgment of 3 July 2003 in Case T129/01
Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 53). Analogous
considerations apply to elements which have a very general meaning suggesting a positive quality attributable
to a large range of different goods or services. The Court of First Instance considers that, for the Spanish
public, the word vita' would be included in that category of elements.

53. It follows that, in Spanish, the dominant element of the sign requested is the second part, kraft', because it
is an invented term and because, for the target public, the first part of the sign, vita', is less distinctive.

54. With regard to the phonetic aspect, the earlier marks are pronounced Krafft'. By contrast, the sign
requested comprises three syllables, (vi', ta' and kraft'). For the reasons set out in paragraphs 52 and 53 above,
the target public will perceive the last syllable of the sign requested, namely the word kraft', as the
preponderant element of the word sign VITAKRAFT.

55. It follows, both from the visual and auditory points of view, that the preponderant element of the sign
requested, kraft', and the verbal element of the earlier marks, Krafft', are very similar, if not identical, the two
f's in the word Krafft' making no perceptible phonetic difference or

© An extract from a JUSTIS database



62002A0356 European Court reports 2004 Page 00000 10

sufficient visual difference to dissipate the elements of similarity set out above.

56. With regard to the conceptual aspect, although it is true that the word vita' evokes the notion of vitality'
or the adjective vital', none the less the sign VITAKRAFT has no specific meaning in the Spanish language.
Given that neither the mark requested nor the earlier marks have any concrete meaning in that language, no
sufficient conceptual difference between the signs is apparent.

57. It follows that, for the target public, consisting of Spanish-speaking consumers, the signs at issue are
similar on the visual and phonetic levels. Since the goods covered by the marks at issue are identical or very
similar, the Board of Appeal did not err in law in finding that there was a likelihood of confusion between
the earlier marks including the element Krafft' and the mark requested, VITAKRAFT, in respect of all the
goods in Classes 1 and 3 mentioned in the Community trade mark application and the dust absorbing, wetting
and binding compositions' in Class 4.

58. Consequently, the applicant's second plea in law must be rejected.

59. It follows that the action is well founded only in so far as the Board of Appeal held, wrongly, that the
intervener had provided proof of genuine use of the earlier marks B for the goods motor oils and greases;
lubricants' (Class 4) and C2 for the goods mortar and levelling paste for construction' (Class 19).
Consequently, the contested decision should be annulled in so far as it allowed the intervener's appeal before
the Board of Appeal concerning the goods industrial oils and greases; lubricants; fuels (including motor spirit)
and illuminants' (Class 4) and the goods building materials (not metallic); non-metallic rigid pipes for building,
asphalt, pitch and bitumen' (Class 19) contained in the Community trade mark application. The remainder of
the action must be dismissed.

DOCNUM 62002A0356

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2004 Page 00000

DOC 2004/10/06

LODGED 2002/11/29

JURCIT 31994R0040-A08P1LB : N 37 - 59
31994R0040-A43P2 : N 16 - 36 44
31994R0040-A43P3 : N 16 - 36 44
31994R0040-C9 : N 25
31995R2868-A01R22P2 : N 16 - 36
62001A0006 : N 52
62001A0039 : N 25 28
62001A0129 : N 52
62001A0162 : N 47
62001A0174 : N 26

© An extract from a JUSTIS database



62002A0356 European Court reports 2004 Page 00000 11

62001A0292 : N 49
62001J0040 : N 26
62003J0003 : N 52

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

MISCINF POURVOI : C-512/04

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

PROCEDU Application for annulment - successful;Application for annulment - unfounded

DATES of document: 06/10/2004
of application: 29/11/2002

© An extract from a JUSTIS database



62002A0355 European Court reports 2004 Page II-00791 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2004. Mühlens GmbH &amp; Co.

KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Opposition procedure - Likelihood of confusion - Application for Community word mark

ZIRH - Earlier Community figurative mark including the word 'sir' - Article 8(1)(b) of Regulation (EC)
No 40/94. Case T-355/02.

In Case T-355/02,

Muelhens GmbH &amp; Co. KG, established in Cologne (Germany), represented by T. Schulte-Beckhausen,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and L. Rampini, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

Zirh International Corp., established in New York, New York (United States of America), represented by B.
Nuseibeh, lawyer,

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 1 October 2002 (Case R 657/2001-2) concerning an opposition
procedure between Muelhens GmbH &amp; Co. KG and Zirh International Corp.,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on

22 October 2003,

gives the following

Judgment

Costs

59. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the defendant has applied for costs and
the applicant has been unsuccessful, the applicant must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby

1. Dismisses the action.

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 21 September 1999 Zirh International Corp. (the other party before OHIM') filed an application for a
Community trade mark under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as amended, at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM).

2. The trade mark in respect of which registration was sought is the verbal mark ZIRH.

3. The goods and services in respect of which registration was sought are in classes 3, 5 and 42 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

4. That application was published in the Community Trade Marks Bulletin No 27/2000 of 3 April 2000.

5. On 24 May 2000 the applicant filed a notice of opposition under Article 42 of Regulation No 40/94 in
respect of all the goods and services covered by the application. The opposition was based on the earlier
Community figurative mark set out below containing the verbal element sir' (the earlier mark'), for the
following goods within Class 3 of the Nice Agreement: Perfumery, essential oils, cosmetics, hair lotions,
dentifrices, soaps.'

>image>8

6. On 2 October 2000 the other party before OHIM restricted the list of goods and services contained in the
registration application as follows:

- Class 3: Soaps; perfumery; essential oils; cosmetics; hair lotions; aftershave lotions; baby, body and face
powders; baby and hair shampoos; hair conditioner; shaving balm, cream, gel and lotion; lip balm and gloss;
bath and shower gel; skin cream and lotion; deodorants and antiperspirants; facial scrubs; hairstyling
preparations; body oil; perfume; skin cleansing cream and lotion; skin moisturiser; skin, deodorant and toilet
soaps; sun block preparations and sun screen preparations';

- Class 42: Hygienic and beauty care services; hairdressing services; beauty salon services; cosmetic research
and development; perfume research and development'.

7. The applicant maintained its opposition in respect of all goods in Classes 3 and 42.

8. By decision of 29 June 2001, the Opposition Division of OHIM rejected the opposition essentially on the
ground that the visual and conceptual differences outweighed the phonetic similarity of the signs, with the
result that there was no likelihood of confusion between the two marks.

9. On 10 July 2001 the applicant brought an appeal before OHIM under Article 59 of Regulation No 40/94
seeking annulment of the decision of the Opposition Division.

10. By decision of 1 October 2002 (the contested decision'), the Second Board of Appeal of OHIM dismissed
the appeal and upheld the decision of the Opposition Division on the grounds set out in that decision. It held,
essentially, that even if the goods and services in question are sold via the same distribution channels or sales
outlets, the differences between the two marks clearly outweigh the phonetic similarities which may exist
between them in some of the official languages of the European Union.

Procedure and forms of order sought

11. By application drafted in German and lodged at the Registry of the Court on 4 December 2002, the
applicant brought this action.

12. By letter of 6 January 2003 the other party before OHIM objected to German being the language
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of the case before the Court pursuant to the first subparagraph of Article 131(2) of the Court's Rules of
Procedure and requested that English be the language of the case. It referred in this connection to the fact
that, as the second language of the application for the mark within the meaning of Article 115(3) of
Regulation No 40/94, English had been the language of the case before the Opposition Division and the Board
of Appeal.

13. Under the third subparagraph of Article 131(2) of its Rules of Procedure, the Court designated English as
the language of the case on the ground that the registration application to OHIM had been filed in English.

14. On 13 May 2003 OHIM lodged its response at the Court Registry. The other party before OHIM did not
lodge a response.

15. Upon hearing the report of the Judge-Rapporteur, the Court (Fourth Chamber) decided to open the oral
procedure.

16. The parties presented oral argument and answered questions put to them by the Court at the hearing on 22
October 2003.

17. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

18. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

Arguments of the parties

19. The applicant raises a single plea in law in support of its action alleging an infringement of Article
8(1)(b) of Regulation No 40/94.

20. The applicant asserts that there was no detailed analysis in the contested decision of the likelihood of
confusion between the two marks. It asserts that, according to the case-law of the Court of Justice, the
question whether there is a likelihood of confusion in the minds of consumers must be considered globally,
taking into account all factors relevant to the circumstances of the case. That global assessment implies some
interdependence between the relevant factors and, in particular, the degree of similarity between the trade
marks and the goods or services covered (Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819).

21. The applicant submits that the goods covered by the two marks are partly identical or partly similar.
Furthermore, it considers that there is also similarity between the goods covered by the earlier mark and the
services in respect of which registration of the mark ZIRH is sought. It points out that there is similarity
between goods and services where the public might form the impression that the goods and services in
question are supplied by the same undertaking. It asserts that that is so in the present case given that the
manufacturers of the goods covered by the two marks o ften authorise their customers to use the trade mark
of those goods in order to distinguish their services.

22. It concludes that there is a reasonable degree of similarity between the goods covered by the earlier mark
and the goods and services in respect of which registration of the mark is sought and that some of the goods
in question are even identical or very similar.

23. As regards the likelihood of confusion, it points out that in making the assessment, account
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must be taken of the visual, phonetic and conceptual similarity of the marks in question, based on the overall
impression given by the marks, taking account in particular of the dominant and distinctive elements thereof.

24. According to the applicant, in the present case, the words sir' and zirh' are phonetically virtually identical
and, at least, extremely similar. It submits that that similarity exists even when the two words are pronounced
in English. That similarity is even stronger in the other languages, especially in French, Spanish and
German.�

25. It submits in this respect that the goods in question are not sold exclusively on sight. It points out with
regard to the mode of sale of the goods in question that perfumes and cosmetics are largely sold through
perfumeries and hairdressing and beauty salons in which customers have no self-service option. Furthermore,
many products are often requested as a result of recommendation by word of mouth. Finally, such products
are also sold by mail order in which details are given by telephone.

26. Therefore, in its view, OHIM's assessment that the differences between the two marks outweigh the
phonetic similarities between them and that there is therefore no likelihood of confusion is incorrect. The
applicant refers to the judgment in Lloyd Schuhfabrik Meyer, cited in paragraph 20 above, in support of its
view that similarity in one aspect, in the present case phonetic similarity, suffices to demonstrate that there is
a likelihood of confusion between the two marks.

27. The applicant also criticises OHIM for failing to take account of the principle that, in the case of marks
composed of a word and a figurative element, the word is usually predominant and characterises the overall
mark. In the present case, the word part is the dominant part of the earlier mark, with the coat of arms being
purely decorative.

28. OHIM accepts that the goods falling within Class 3 in respect of which the application for a Community
mark is made are identical or similar to the goods covered by the earlier mark. It further accepts that the
Class 42 services covered by the application for a Community mark are to some extent related to the Class 3
goods covered by the earlier mark and that, accordingly, there is a slight degree of similarity between those
services and the applicant's goods. However, it considers that those goods are normally sold on sight.

29. So far as a visual comparison of the marks in question is concerned, OHIM points out that the
Community trade mark applied for is a word mark whereas the earlier mark is a figurative mark composed of
a word and figurative elements. According to OHIM, the heraldic device of the earlier mark must be taken
into account when comparing the two marks because, in assessing a composite mark of that type, the
consumer sees it as a whole and does not break it down into its constituent parts. It submits that, in the
present case, if only by its size and dominant position above the word element, the coat of arms attracts the
eye as much if not more than the word part. It takes the view that the device is distinctive to some degree
since its features are fanciful and make no direct or indirect reference to the goods concerned.

30. OHIM confirms that in several Member States the marks in question are phonetically similar. It submits
that in many Member States the earlier mark will very likely be pronounced as it is in English because sir' is
a well-known English word, even to non-English speakers. It adds that, even if the Community mark applied
for can be pronounced in various ways in different languages, at least in the English-speaking countries and in
Spain, the differences are not particularly marked.

31. OHIM considers that the marks are conceptually different since the earlier mark will be perceived as
referring to the best-known meaning of the English word, whereas the Community mark applied for will be
perceived as an invented word.

© An extract from a JUSTIS database



62002A0355 European Court reports 2004 Page II-00791 5

32. Finally, OHIM claims that the applicant's interpretation of the judgment in Lloyd Schuhfabrik Meyer, cited
in paragraph 20 above, is misconceived. Even if there were phonetic similarity there would not automatically
be a likelihood of confusion. On the contrary, some similarity in one of the three relevant aspects may be
offset by clear differences in the other aspects so as to exclude a material likelihood of confusion, as in the
present case.

Findings of the Court

33. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the mark applied for is not to be registered if, because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks, there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected;
the likelihood of confusion includes the likelihood of association with the earlier trade mark'. Article 8(2)(a)(i)
of Regulation No 40/94 further provides that earlier trade marks include a Community trade mark with a date
of application for registration which is earlier than the date of application for registration of the Community
trade mark.

34. In the present case, the earlier trade mark is a Community trade mark and so the relevant territory for
assessing the likelihood of confusion is the whole of the European Union.

35. It should be noted that, in the words of the second recital in the preamble to Regulation No 40/94, the
Community trade mark arrangements are designed to enable undertakings, by means of one procedural system,
to obtain Community trade marks to which uniform protection is given and which produce their effects
throughout the entire area of the Community, and the principle of the unitary character of the Community
trade mark thus stated is to apply unless otherwise provided for in that regulation. The same principle is set
down in Article 1(2) of Regulation No 40/94, which provides that the Community trade mark is to have a
unitary character', which implies that [i]t shall have equal effect throughout the Community'.

36. Consequently, even if Article 8 of Regulation No 40/94 does not contain a provision similar to that of
Article 7(2) to the effect that an application to register a trade mark may be refused where the absolute
ground for refusal obtains in only part of the Community, the same solution should be applied in the present
case. It follows that registration must also be refused even where the ground for refusal obtains in only part
of the Community.

37. Furthermore, given that the goods and services concerned are goods and services for everyday use, the
targeted public is composed of average European consumers who are reasonably well-informed and reasonably
observant and circumspect.

38. It is also not in dispute between the parties that the goods and services in respect of which registration of
the trade mark is sought, to which the applicant gave notice of opposition, are partly similar and partly
identical to those covered by the earlier trade mark.

39. According to the case-law of the Court of Justice on the interpretation of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), and of the Court of First Instance in respect of Regulation No 40/94, the likelihood of
confusion lies in the risk that the public might believe that the goods or services in question come from the
same undertaking or, as the case may be, from economically-linked undertakings (Case C-39/97 Canon [1998]
ECR I-5507, paragraph 29; Lloyd Schuhfabrik Meyer , cited in paragraph 20 above, paragraph 17; Case
T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II-4359, paragraph 25). The likelihood of
confusion on the part of the public must be assessed globally, taking into account all factors relevant to the
circumstances of the case (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 22; Canon , cited above,
paragraph
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16; Lloyd Schuhfabrik Meyer , cited in paragraph 20 above, paragraph 18; Case C-425/98 Marca Mode
[2000] ECR I-4861, paragraph 40; and Fifties , cited above, paragraph 26).

40. That assessment entails a certain interdependence between the factors taken into account and, in particular,
the similarity between the trade marks and between the goods or services covered. Accordingly, a lesser
degree of similarity between those goods or services may be offset by a greater degree of similarity between
the marks, and vice versa (Canon , cited in paragraph 39 above, paragraph 17; Lloyd Schuhfabrik Meyer ,
cited in paragraph 20 above, paragraph 19; and Marca Mode , cited in paragraph 39 above, paragraph 40).
The interdependence of these factors is expressly mentioned in the seventh recital in the preamble to
Regulation No 40/94, which states that an interpretation should be given of the concept of similarity in
relation to the likelihood of confusion, the assessment of which depends, in particular, on the recognition of
the trade mark on the market and the degree of similarity between the mark and the sign and between the
goods or services identified (Fifties , cited in paragraph 39 above, paragraph 27, and judgment of 14 October
2003 in Case T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS)) , not
yet published in the ECR, paragraph 45.)

41. In addition, the perception in the mind of the average consumer of the goods or services in question plays
a decisive role in the global assessment of the likelihood of confusion. The average consumer normally
perceives a mark as a whole and does not proceed to analyse its various details (SABEL , cited in paragraph
39 above, paragraph 23, and Lloyd Schuhfabrik Meyer , cited in paragraph 20 above, paragraph 25). For the
purposes of that global assessment, the average consumer is deemed to be reasonably well-informed and
reasonably observant and circumspect. However, account should be taken of the fact that the average
consumer only rarely has the chance to make a direct comparison between the different marks but must place
his trust in the imperfect picture of them that he has kept in his mind. It should also be borne in mind that
the average consumer's level of attention is likely to vary according to the category of goods or services in
question (Lloyd Schuhfabrik Meyer , cited in paragraph 20 above, paragraph 26).

42. Lastly, it is clear from the case-law of the Court of Justice that the global assessment of the likelihood of
confusion must, as regards the visual, phonetic or conceptual similarity of the marks in question, be based on
the overall impression created by them, bearing in mind, in particular, their distinctive and dominant
components (SABEL, cited in paragraph 39 above, paragraph 23, and Lloyd Schuhfabrik Meyer , cited in
paragraph 20 above, paragraph 25).

43. It is in light of the foregoing considerations that it is necessary to examine whether the degree of
similarity of the marks in question is sufficiently high for there to be a finding of a likelihood of confusion
between them.

44. As regards the visual comparison of the opposing marks, it should be stated, first, that although the verbal
elements of those two marks have in common the second and third letters used, namely the letters ir', the
visual differences between them are not negligible in that the first two letters, s' and z' respectively, are
different. Moreover, those verbal elements are composed of a different number of letters, the letters ir' being
followed by the letter h' in the trade mark applied for. Furthermore, the verbal sign of the earlier mark is
accompanied by a heraldic device, whilst the mark applied for is made up exclusively of a verbal sign written
in ordinary characters. Accordingly, in the global assessment of the signs in question, the existence of
elements particular to each sign means that the overall impression of each sign is different.

45. As regards the phonetic similarity, OHIM does not dispute that the verbal elements contained in the two
trade marks have similarities in certain official languages of the European Union. As OHIM rightly pointed
out at paragraph 26 of its response, in a number of Member States the earlier mark will most probably be
pronounced as it is in English because sir' is a well-known English
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word, even to non-English speakers. Even if the Community mark applied for can be pronounced in various
ways in different languages, it must be held, as OHIM accepts, that the trade marks in question are
phonetically similar, at least in the English-speaking countries and in Spain, given that the respective
differences between the pronunciations in English and in Spanish are not particularly marked. Accordingly, the
marks must be regarded as phonetically similar in those countries.

46. As regards the conceptual comparison between the opposing trade marks, the applicant does not challenge
OHIM's findings on this point. As OHIM rightly submitted, there is no conceptual similarity since it is likely
that the average consumer in the Member States will think of the English word sir' given the widespread
acquaintance with that word in Europe. Since the word zirh' has no obvious meaning in any of the 11 official
languages of the European Union, the general public will accordingly perceive the word zirh' as being an
invented word. It must for that reason be held that there is no conceptual similarity between the two trade
marks.

47. Consequently, there is no visual or conceptual similarity between the trade marks SIR and ZIRH. The
trade marks in question are phonetically similar in certain countries. It should be noted in that connection that,
according to the case-law, it is possible that mere phonetic similarity between trade marks may create a
likelihood of confusion (Lloyd Schuhfabrik Meyer , cited in paragraph 20 above, paragraph 28, and Case
T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR II-43, paragraph 42).

48. As has already been stated above at paragraphs 39 and 42, it is necessary to make a global assessment of
all factors relevant to the circumstances of the case based on the overall impression created by the trade marks
in question, bearing in mind, in particular, their distinctive and dominant components.

49. According to the case-law of the Court, the phonetic similarities may be counteracted by the conceptual
differences between the trade marks in question. For there to be such a counteraction, at least one of the
marks at issue must have, from the point of view of the relevant public, a clear and specific meaning so that
the public is capable of grasping it immediately (BASS , cited in paragraph 40 above, paragraph 54).

50. In this case that is the position in relation to the verbal element of the earlier trade mark SIR, as has just
been pointed out in paragraph 46. That view is not invalidated by the fact that that word mark does not refer
to any characteristic of the goods in respect of which the registration of that mark has been made. That fact
does not prevent the relevant public from immediately grasping the meaning of that verbal element of the
earlier mark. The fact that one of the marks at issue has such a meaning is sufficient - where the other mark
does not have such a meaning or only a totally different meaning - to counteract to a large extent the
phonetic similarities between the two marks (see, to that effect, BASS , cited in paragraph 40 above,
paragraph 54).

51. In the present case, that counteraction is corroborated by the fact that the marks SIR and ZIRH are also
visually different. In that connection, it should be noted, as OHIM rightly stated, that the degree of phonetic
similarity between two marks is of less importance in the case of goods which are marketed in such a way
that, when making a purchase, the relevant public usually also perceives visually the mark designating those
goods (see, to that effect, BASS , cited in paragraph 40 above, paragraph 55).

52. Contrary to the applicant's submission, that is the position in the present case. The applicant's arguments
that the goods covered by the earlier mark are not sold exclusively on sight and that an important channel for
the sale of the applicant's products is through perfumeries and hairdressing and beauty salons do not
undermine that conclusion.

53. It should be noted in that connection that the applicant has entirely failed to demonstrate
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that its goods are usually sold in such a way that the public does not visually perceive the mark. The
applicant merely submits that one traditional sales channel is through perfumeries and hairdressing and beauty
salons, such that the consumer cannot select the product directly but only via a seller.

54. Even if perfumeries and hairdressing and beauty salons are important channels for the sale of the
applicant's goods, it is not in dispute that, even in those places, the goods are generally displayed on shelves
in such a way that consumers are able to examine them visually. Therefore, even if it is not excluded that the
goods in question may also be sold in response to an oral order, that method cannot be regarded as the usual
method of sale of those goods.

55. In the light of all those factors, it must therefore be held that the degree of similarity of the marks in
question is not sufficiently great to warrant a finding that the relevant public might believe that the goods or
services in question come from the same undertaking or, as the case may be, from undertakings that are
economically linked.

56. Given the differences between the marks in question, that assessment is not undermined by the fact that
the goods and services covered by the trade mark applied for, to which the applicant gave notice of
opposition, are partly similar and partly identical to the goods covered by the earlier trade mark.

57. It follows that the Board of Appeal was correct in its finding that there was no likelihood of confusion
between the mark applied for and the earlier mark.

58. Accordingly, the single plea in law must be rejected and the action dismissed in its entirety.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Creative Technology Ltd v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition proceedings - Application for a Community word mark PC WORKS - Earlier

national figurative mark W WORK PRO - Refusal of registration - Article 8(1)(b) of Regulation (EC)
No 40/94. Case T-352/02.

In Case T-352/02,

Creative Technology Ltd, established in Singapore (Singapore), represented by M. Edenborough, Barrister, J.
Flintoft, S. Jones and P. Rawlinson, Solicitors,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by B. Holst
Filtenborg and S. Laitinen, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM being

José Vila Ortiz, residing in Valencia (Spain),

ACTION brought against the decision of the Fourth Board of Appeal of OHIM of 4 September 2002 (Case R
265/2001-4), relating to an opposition between Creative Technology Ltd and José Vila Ortiz,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Mengozzi and I. WiszniewskaBiaecka, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on 25 November 2002,

having regard to the response lodged at the Registry of the Court of First Instance on 8 April 2003,

further to the hearing on 24 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 4 November 1997, the applicant submitted an application for registration of a Community trade mark to
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
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(OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought was the word mark PC WORKS. The goods in
respect of which registration was sought are in Class 9 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended, and correspond to the following description: Apparatus for recording, transmitting and
reproducing sound or images, loudspeakers, amplifiers, record players, tape players, compact disc players,
tuners, and parts and fittings for all the aforesaid goods'.

3. The application was published on 26 October 1998 in Community Trade Marks Bulletin No 81/98.

4. On 22 January 1999, Mr J. Vila Ortiz brought an opposition under Article 42 of Regulation No 40/94 to
the applicant's application for registration, on the ground that it would cause a likelihood of confusion within
the meaning of Article 8(1)(b) of that regulation. The opposition related to all the goods covered by the
applicant's trade mark application and was based on the national figurative mark reproduced below:

>image>0

>image>1

5. That trade mark had been registered in Spain on 10 October 1994 in respect of electronic audio equipment;
loudspeakers; sound reproducing apparatus; radio, television and video apparatus' in Class 9.

6. By decision of 26 January 2001, the Opposition Division held that there was a likelihood of confusion
between the opposing signs and, accordingly, rejected the applicant's application in respect of all the goods.

7. On 19 March 2001, the applicant brought an appeal against the decision of the Opposition Division (Case
R 265/2001). In that appeal, it amended the specification of goods covered by its application by adding the
following clarification: all the aforesaid goods relating to computers and computer hardware'.

8. By decision of 4 September 2002 (the contested decision'), the Fourth Board of Appeal of OHIM confirmed
the decision of the Opposition Division and dismissed the appeal. The Board of Appeal took the view that the
trade mark application and the earlier mark covered essentially the same sort of goods, namely electric
apparatus the purpose of which is to reproduce sound and images, and that the opposing signs were visually,
phonetically and conceptually similar.

Forms of order sought by the parties

9. At the hearing, the applicant declared that it was withdrawing its head of claim that OHIM should be
ordered to grant its trade mark application.

10. The applicant claims that the Court should:

- annul the contested decision and the decision of the Opposition Division;

- order OHIM to pay the costs of the present proceedings and the costs incurred before the Board of Appeal
and the Opposition Division.

11. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law
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12. In support of its action, the applicant relies on a single plea, alleging infringement of Regulation No 40/94
in so far as the Board of Appeal was wrong in finding that there is a likelihood of confusion between the
opposing signs.

Arguments of the parties

13. The applicant points out that the comparison between two marks in order to assess whether there is a
likelihood of confusion must be carried out having regard to the overall impression created by each of the
signs. However, it is not permissible, when making such an assessment, to break down the opposing signs in
order to compare their various constituent elements, particularly when, as in this case, firstly, there is no
evidence to support the conclusion that the targeted public would engage in such an operation and, secondly,
the elements of which the opposing signs consist have, in themselves, a weak distinctive character, the latter
residing essentially, for each of the marks in question, in the overall impression produced by the interaction of
those various elements. It is also inappropriate, in the applicant's view, to confer extensive protection on a
mark when that protection is based on one of its constituent elements which has a weak distinctive character.

14. In this case, the earlier mark consists of three elements, the letter w', the word work' and the word pro',
whereas the trade mark applied for comprises only two elements, the word pc' and the word works'. Moreover,
whereas the distinctive character of the earlier mark stems from the interaction between the elements w' and
work', the third component playing only a limited role in the overall impression created by the sign, the
distinctive character of the trade mark applied for is based on the interaction between the words pc' and
works'.

15. Thus, the mere circumstance that the letters forming the word work' are common to both opposing signs is
not sufficient to demonstrate that there is a likelihood of confusion between those signs.

16. As regards, in particular, the comparison between the opposing signs on a visual level, the applicant points
out that the earlier mark is a figurative mark, whereas the trade mark applied for is a word mark. The
applicant notes in particular that the three elements forming the earlier mark are arranged vertically, the
element consisting of the letter w' dominating the overall impression, whereas the two components of the trade
mark applied for are arranged horizontally.

17. On a phonetic level, the earlier mark is referred to orally either by successively pronouncing the three
elements w', work' and pro' which form it or by pronouncing the word work' alone if the elements w' and pro'
are regarded as purely graphic. In contrast, the trade mark applied for can be referred to only by pronouncing
the words pc works' together. Whatever the pronunciation of the earlier mark may be, it is different, in the
applicant's view, from the trade mark applied for, since the letter w' cannot be confused with the element pc'
and the word work' is not likely to be confused with the verbal element pc works'.

18. On a conceptual level, the applicant submits that, even if the words work' and works' have no meaning to
the average Spanish consumer, in relation to whom the likelihood of confusion must be assessed, that
consumer will not be prompted to associate them and will regard them as two different words. In particular,
he will be unable to perceive the word works' as the plural form of the word work'. If, on the other hand, it
is to be concluded that the targeted public has sufficient knowledge of the English language to understand the
sense of those words, it will have to be conceded that that public is also able to notice their different
meanings.

19. In addition, the applicant points out that the goods covered by the trade mark application are, by their
very nature, the subject of careful purchasing decisions on the part of the relevant consumer, so that the latter
will make a decision to purchase them only after ensuring that they are actually suitable for his needs. That
circumstance further reduces the likelihood of confusion for the targeted public.
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20. OHIM contends that the Board of Appeal did not err in law and that it was right in considering that there
is a likelihood of confusion between the opposing signs.

Findings of the Court

21. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for shall not be registered... if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark'.

22. According to settled caselaw, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

23. According to that caselaw, the likelihood of confusion must be assessed globally, according to the
perception in the mind of the relevant public of the signs and of the goods or services in question, taking into
account all factors relevant to the case, in particular the interdependence between the similarity of the signs
and the similarity of the goods or services identified (see Case T162/01 Laboratorios RTB v OHIM - Giorgio
Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II2821, paragraphs 31 to 33, and the caselaw cited).

24. In this case, given the nature of the goods concerned, the specification of which is reproduced in
paragraphs 2, 5 and 7 above, the targeted public, in relation to which the likelihood of confusion must be
analysed, consists of average consumers. It is also clear from Article 8(1)(b) of Regulation No 40/94 that the
targeted public is that which resides in the territory of the Member State in which the earlier mark is
protected, namely, in this case, Spain.

25. Although it is true that the goods supplied by the applicant, consisting of items of audiovisual equipment
for use inter alia in connection with a computer, are aimed at a public which has a more or less detailed
knowledge of computers and is familiar with the use of electronic equipment, the fact remains that, at the
present time, the supply and consumption of such goods and their distribution among a wide public, consisting
mainly of young people, are such that they cannot be regarded as confined to a restricted and specialised
circle of consumers, even though they cannot be defined as mass consumer goods. Similarly, although it is
true that some of the goods concerned are likely, because of their degree of sophistication and their cost, to
be the subject of a more careful purchasing decision, that is not the case, as was rightly pointed out by OHIM
in its response, with all the goods in question. Thus, it must be held that the targeted public consists of
average consumers who are reasonably well informed and reasonably observant and circumspect.

26. In accordance with Article 8(1)(b) of Regulation No 40/94, and in the light of the foregoing
considerations, it is therefore necessary to compare, first, the goods concerned and, second, the opposing signs.

The goods in question

27. According to settled caselaw, in assessing the similarity of the goods or services in question, all the
relevant factors pertaining to the relationship between those goods or services are to be taken into account.
Those factors include, inter alia, their nature, their end users and their method of use and whether they are in
competition with one another or are complementary (Case T388/00 Institut für Lernsy steme v OHIM -
Educational Services (ELS) [2002] ECR II4301, paragraph 51).

28. In this case, the opposition is based on an earlier mark registered in respect of goods in
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Class 9 and directed against the registration of the trade mark applied for in respect of goods in the same
class.

29. It should be noted that the applicant does not dispute the finding of the Board of Appeal that the marks
in question essentially relate to the same sort of goods, namely electric apparatus the purpose of which is to
reproduce sound and images.

30. That finding must be accepted.

31. The clarification introduced before the Board of Appeal (see paragraph 7 above) by the applicant in the
specification of goods covered by its application for registration, restricting it to apparatus and equipment for
use in connection with computers and computer hardware only, does not alter such an assessment. The mere
circumstance that the same clarification does not appear in the specification of the opponent's goods is
insufficient to invalidate the finding that the goods in question share the same nature and are likely to have
the same end users. In that regard, it must be held, as was rightly pointed out by OHIM in point 21 of its
response, that the specification of the goods covered by the earlier mark is sufficiently broad to include the
goods covered by the trade mark applied for.

The signs in question

32. In this case, the earlier mark consists of a mixed word and figurative sign made up of three
verticallyarranged elements, the first of which consists of a sign reproducing a black disc in which there is a
white uppercase w', the second of which consists of the word work' written in black uppercase letters, and the
third of which consists of a black rectangle in which there are three small white uppercase letters, spaced
apart, forming the word pro'. The trade mark applied for consists of the verbal element pc works'.

33. With regard to the comparison of the two marks in question on a visual level, it should be recalled, at the
outset, that the Court has already held that there is no reason why it should not be determined whether there
is any visual similarity between a word mark and a figurative mark since the two types of mark have graphic
form capable of creating a visual impression (Case T110/01 Vedial v OHIM - France Distribution (HUBERT)
[2002] ECR II5275, paragraph 51).

34. Next, it must be recalled that the Court has held that a complex word and figurative trade mark cannot be
regarded as being similar to another trade mark which is identical or similar to one of the components of the
complex mark, unless that component forms the dominant element within the overall impression created by the
complex mark. That is the case where that component is likely to dominate, by itself, the image of that mark
which the relevant public keeps in mind, with the result that all the other components of the mark are
negligible within the overall impression created by it (Case T-6/01 Matratzen Concord v OHIM - Hukla
Germany (MATRATZEN) [2002] ECR II4335, paragraph 33).

35. In this case, it must be observed, first, that one of the elements of the earlier mark, namely the word
work', is very similar to one of the verbal elements of which the trade mark applied for is composed.

36. Next, it must be pointed out that, as regards the visual comparison of the marks in question, the Board of
Appeal took the view that the words work' and works' respectively constitute, on a visual level, the dominant
elements of the earlier trade mark and of the trade mark applied for.

37. In that connection, as regards, in the first place, the earlier trade mark, it must be pointed out that the
element consisting of the word work' occupies a central position in relation to the other graphic elements of
the sign and constitutes, proportionally, its most significant component in terms of size. In addition, the
graphic element consisting of the black rectangle containing
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the letters pro', which appears just below the word work', creates, by virtue of its dimensions and colour, a
highlighting effect which both feeds the impression that the element in question has only a secondary function
in relation to the element consisting of the word work' and helps to reinforce the visual impact of the latter.
Finally, so far as concerns the element consisting of the black disc containing the letter w', its visual impact is
absolutely minimal compared with that of the element reproducing the word work', mainly because of its
smaller size. It follows that the Board of Appeal did not make an error of assessment in finding that such an
element dominates the overall visual impression of the earlier trade mark.

38. So far as concerns, in the second place, the trade mark applied for, the word works' must be considered to
be dominant in relation to the word pc', which, although it is the first element of the sign, nevertheless has a
much lower visual impact by virtue of the fact that it occupies a portion of space corresponding to little more
than a third of that occupied by the word works'. Consequently, the Board of Appeal was not wrong in
finding that the latter constitutes the element dominating the overall visual impression of the trade mark
applied for.

39. In the light of the foregoing considerations, it must be held that there is a strong visual similarity between
the opposing signs by virtue of the fact that their dominant elements consist for the most part of the same
graphic signs, namely the letters w' o' r' and k', arranged in the same sequence, reproducing the word work',
and that they differ only to the extent that the trade mark applied for adds to that sequence a further sign,
namely the letter s'.

40. On a phonetic level, the Board of Appeal took the view, as did OHIM in its response, that Spanish
consumers are unlikely to refer to the opponent's trade mark by pronouncing all its verbal elements, namely
w', work' and pro'. Since they would not engage in a detailed analysis of the mark, they would tend more to
concentrate on the word work', perceiving the element consisting of the letter w' as purely decorative and
disregarding the element pro' on account of its small size.

41. It must be noted, as a preliminary point, that the conclusion reached by the Board of Appeal is the result
of an analysis combining both visual and phonetic criteria. It must therefore be examined whether such an
approach is compatible with a proper assessment of the degree of similarity between two opposing trade
marks, in order to determine whether there is any likelihood of confusion.

42. In that regard, it must be pointed out that, in the strict sense, the phonetic reproduction of a complex sign
corresponds to that of all its verbal elements, regardless of their specific graphic features, which fall more
within the scope of the analysis of the sign on a visual level.

43. However, in the context of the assessment of the visual, phonetic and conceptual similarities between two
opposing marks, which seeks to establish or to exclude the existence of a likelihood of confusion on the part
of the relevant public, the overall impression created among the targeted public by each of the two signs must
be taken into account.

44. In the case of a complex word and figurative mark, the verbal elements are also figurative elements
which, depending on their specific graphic features, are capable of producing a more or less marked visual
impact. Thus, where such a sign consists of several verbal elements, it is quite conceivable that some of them
may, because of their size, colour or position, for example, attract the consumer's attention more, so that he or
she, needing to refer orally to the sign, will be prompted to pronounce only those elements and to disregard
the others. The visual impression created by the specific graphic features of the verbal elements of a complex
sign is therefore liable to influence the sound representation of the sign.

45. In this case, as was pointed out in paragraph 37 above, the word work' dominates the overall visual
impression of the earlier mark and constitutes the verbal element likely to attract the attention more and to be
immediately noticed and easily remembered. The other verbal elements of the sign
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have only a lesser impact in that regard. First, the element pro' will be difficult to remember because of its
small size and will not be immediately perceived as a word since the three letters of which it consists are
spaced far apart from one another. Second, the sign w', consisting of an isolated letter which, moreover, is not
very commonly used in the Spanish language, will be perceived more as a decorative element.

46. It follows from the foregoing that the Board of Appeal did not make an error of assessment in considering
that the opponent's mark is likely to be identified orally by the targeted Spanish consumer by pronouncing
only the word work'. Since the phonetic comparison must be between the sound forms of the signs work' and
pc works', it must be concluded that there is a certain similarity, given that the two signs share, in the same
sequence, the majority of the letters of which they are composed.

47. The Board of Appeal concluded that there is also a similarity between the two opposing signs on a
conceptual level, assuming that the public concerned knows the meaning of the English words work' and
works'. In its response, OHIM pointed out that the marks in question evoke the same idea, namely that of a
physical effort directed towards doing or making something'.

48. In that connection, it must first of all be noted that the word pc' in the trade mark applied for has a
descriptive character in relation to the goods concerned, being, both in English and in Spanish, an abbreviation
for personal computer'. From the conceptual point of view, the distinctive element of that mark therefore
consists of the word works'. In the case of the earlier mark, it must be held, for reasons analogous to those
set out in paragraphs 43 to 45 above and in the absence of nonverbal figurative elements having independent
evocative force, that the dominant element on a conceptual level consists of the word work'.

49. Secondly, it must be regarded as plausible, as the applicant itself seems to recognise, that the targeted
public, being made up of consumers familiar with the use of computers, has sufficient knowledge of English
to understand the meaning of the word work' and to recognise its plural form in the word works'.

50. In those circumstances, the Board of Appeal did not make an error of assessment in considering that the
two opposing marks are also similar on a conceptual level.

51. All the foregoing considerations show that, on the visual, phonetic and conceptual levels, the trade mark
applied for and the earlier mark are similar.

The likelihood of confusion

52. It is settled caselaw that the assessment of the likelihood of confusion, in which all the relevant factors
must be taken into account, must, as regards the visual, aural or conceptual similarity of the marks in
question, be based on the overall impression created by them, bearing in mind, in particular, their distinctive
and dominant components (judgments of the Court of Justice in Case C-251/95 SABEL [1997] ECR I6191,
paragraph 23, and in ELS , cited above, paragraph 62). The average consumer of the type of goods or
services in question, whose perception of marks plays a decisive role in the global appreciation of the
likelihood of confusion, normally perceives a mark as a whole and does not proceed to analyse its various
details (SABEL , paragraph 23).

53. In this case, in view of the similarities between the opposing signs and of the fact that they refer to goods
of the same kind, it must be concluded that the Board of Appeal did not make an error of assessment in
considering that there is, in this case, a real risk that the relevant public may form a mistaken impression as
to the commercial origin of those goods.

54. In the light of all the foregoing, the applicant's claims for annulment must be rejected.

Costs
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55. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs, in accordance with the form of order sought by OHIM.

56. In accordance with Article 136(2) of the Rules of Procedure, costs necessarily incurred by the parties for
the purposes of the proceedings before the Board of Appeal are to be regarded as recoverable costs. The same
does not apply to costs incurred for the purposes of the proceedings before the Opposition Division, and the
applicant's claim for reimbursement of those costs must, in any event, be rejected on that ground. The
applicant's claim for reimbursement of costs incurred for the purposes of the proceedings before the Board of
Appeal must also be rejected, since the claims for annulment have been rejected.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)September 2004.

Metro-Goldwyn-Mayer Lion Corp. v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM).

Community trade mark - Opposition proceedings - Extent of the obligation of examination -
Conversion into a national trade-mark application - Article 58 of Regulation (EC) No 40/94.

Case T-342/02.

In Case T-342/02,

Metro-Goldwyn-Mayer Lion Corp., established in Santa Monica, California (United States), represented by F.
de Visscher, E. Cornu, E. De Gryse and D. Moreau, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and D. Botis, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM being

Moser Grupo Media SL, established in Santa Eulalia del Rio (Spain),

ACTION brought against the decision of the Third Board of Appeal of OHIM of 5 September 2002 (Case R
437/2001-3) declaring inadmissible the appeal brought against the decision of the Opposition Division relating
to opposition proceedings between Moser Grupo Media SL and Metro-Goldwyn-Mayer Lion Corp.,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Court Registry on

8 November 2002,

having regard to the response lodged at the Court Registry on

7 May 2003,

further to the hearing on

28 April 2004,

gives the following

Judgment

Costs

51. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the costs, in accordance with the form of order
sought by the defendant.

On those grounds,
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THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Facts

1. On 7 November 1996, Moser Grupo Media SL filed at the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM), pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on
the Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for registration of a Community
trade mark.

2. The mark for which registration was sought is the following figurative mark:

>image>0

3. The goods and services in respect of which registration was sought are in Classes 9, 16, 38, 39 and 41 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to
the following description:

- films, exposed; compact discs (audio-video); cinematographic, optical and photographic apparatus and
instruments', in Class 9;

- magazines, photographs, posters, printed matter and printed publications', in Class 16;

- television and radio broadcasting services', in Class 38;

- distribution services for all kinds of printed publications, videos and films', in Class 39;

- film production services; video tape film production; services provided by businesses dedicated to the rental
of video tapes and motion pictures; production of radio and television programmes; services provided by
movie studios', in Class 41.

4. On 9 March 1998, the application was published in the Community Trade Marks Bulletin No 16/1998.

5. On 9 June 1998, Metro-Goldwyn-Mayer Lion Corp. (the applicant') gave notice of opposition, under Article
42 of Regulation No 40/94, to the registration applied for and did so in respect of all the goods and services
covered by the application. The opposition was based on the earlier national trade mark MGM' registered in
Denmark (Classes 9, 16 and 41), Finland (Classes 9 and 41), France (Classes 9, 15, 16, 35, 38 and 41),
Germany (Class 9), Italy (Classes 9, 15, 16, 35, 38 and 41), Portugal (Class 9), Spain (Class 9), Sweden
(Class 9), the Benelux countries (Classes 9, 15, 16, 20 and 41), Greece (Classes 9, 15 and 16), the United
Kingdom (Classes 9, 35 and 41) and Austria (Classes 9, 16 and 41), and also on Community trade mark
application No 141820, filed on 1 April 1996 and including goods and services in Classes 9, 38 and 41.

6. By decision of 19 February 2001 (the decision of the Opposition Division'), the Opposition Division upheld
the opposition in respect of all the goods and services concerned. When examining the case, the Opposition
Division did not take into consideration certain earlier national trade marks, namely rights claimed in Austria,
Greece and the United Kingdom, or the Community trade-mark application. The national trade marks
mentioned above were excluded for the following reasons. First, the document submitted with the aim of
proving the national registration obtained in Austria showed that the holder of the right in question was not
the applicant, but Metro-Goldwyn-Mayer Film Corp. Second, the translation relating to the national registration
obtained in Greece was neither correct nor sufficient and was therefore not accepted. Third, the evidence of
the ownership
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of national registrations in the United Kingdom was based solely on information from a private database and
was therefore insufficient.

7. The decision of the Opposition Division was founded on the ground of likelihood of confusion within the
meaning of Article 8(1)(b) of Regulation No 40/94 and specified that, since the opposition succeeded on the
basis of that provision, an examination of the arguments based on other grounds of opposition, under Article
8(4) and (5), was not necessary.

8. On 4 April 2001, the applicant filed notice of appeal at OHIM, under Article 59 of Regulation No 40/94,
against the decision of the Opposition Division. It claimed that the Opposition Division should have taken
account of the earlier national rights obtained in Austria, Greece and the United Kingdom and also of the
Community trade mark application and that it should have refused the Community trade mark application for
the entire European Union in order to prevent a possible conversion of the Community trade mark application
into a national trade mark application, pursuant to Article 108 of Regulation No 40/94.

9. By decision of 5 September 2002 (the contested decision') the Third Board of Appeal held that the appeal
was inadmissible on the ground that the decision of the Opposition Division had not adversely affected the
applicant for the purposes of Article 58 of Regulation No 40/94. The applicant did not make any request,
either expressly or by implication, for a decision which would prevent Moser Grupo Media SL from
converting its Community trade mark application into a national trade mark application. Furthermore, in
accordance with Article 42 of Regulation No 40/94, the opposition procedure is not designed to resolve
conflicts between signs at national level, but to prevent registration of a Community trade mark which is in
conflict with earlier rights. According to the Board of Appeal, an obligation to conduct an examination of the
opposition beyond the issue of registrability of the Community trade mark would be in conflict with the basic
function of the opposition procedure and the principles of procedural economy.

10. The word sign MGM was registered as a Community trade mark for the applicant on 7 October 2002.

Procedure and forms of order sought

11. By application lodged at the Court Registry on 8 November 2002, the applicant brought the present
action.

12. The applicant claims that the Court should:

- annul the contested decision;

- confirm the decision of the Opposition Division, in so far as it upholds the opposition for all the goods and
services covered by the application of Moser Grupo Media SL and refuses the application for registration in
its entirety on the basis of the MGM marks registered at national level;

- annul in part the decision of the Opposition Division, principally, in so far as it does not take into account
the applicant's application for registration of a Community trade mark and, alternatively, in so far as it does
not take into account the earlier national trade marks registered in Austria, Greece and the United Kingdom;

- order OHIM to pay the costs.

13. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law
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14. The applicant puts forward essentially a single plea in law, alleging breach of Articles 42(1)(a), 8(2) and
58 of Regulation No 40/94.

Arguments of the parties

15. The applicant submits that the Board of Appeal erred in holding that the decision of the Opposition
Division did not adversely affect it. The decision of the Opposition Division did adversely affect it because it
deprived the applicant of its right to a detailed examination of its case. In this regard, the applicant claims
that, because the Opposition Division did not take into account either the earlier national trade marks obtained
in Austria, Greece and the United Kingdom or its Community trade mark application, which was being dealt
with at the time, Moser Grupo Media SL can still convert its Community trade mark application into a
national trade mark application in those Member States in which the applicant had earlier rights which were
not taken as a basis for the refusal of the Community trade mark application by the Opposition Division, in
accordance with Article 108 of Regulation No 40/94. This conversion would not have been possible if the
Opposition Division had based its decision, as it should have done, either on all the applicant's earlier national
rights or on its Community trade mark application. Consequently, the reasons which form the basis of the
decision of the Opposition Division limit the effects of the refusal of Moser Grupo Media SL's application.

16. With regard to the assertion that the applicant did not expressly request that a refusal have the broadest
possible effects, the applicant claims that such a request is neither necessary nor required by Regulation No
40/94. Since the applicant based its opposition on a number of earlier national rights and on its Community
trade mark application, in accordance with Article 8(2) of Regulation No 40/94, its application was intended
to obtain refusal of the Community trade mark application with the widest effects possible.

17. It asserts that, under Rule 20(6) of Commission Regulation (EC) No 2868/95 of 13 December 1995
implementing Regulation No 40/94 (OJ 1995 L 303, p. 1), the Opposition Division should have suspended the
opposition proceeding pending final registration of the Community trade mark MGM and then based its
decision on the registered mark.

18. Furthermore, the decision of the Opposition Division not to take into account the earlier national rights
obtained in Austria, Greece or the United Kingdom was not based on any legitimate reason.

19. The evidence of registration of the mark MGM in Austria was rejected because the registration was in the
name of Metro-Goldwyn-Mayer Film Corp. and not in the applicant's name. However, this is the same legal
person. In this regard, the applicant refers to the list of its subsidiaries and sister companies, which is attached
as Annex 6 to the application.

20. The applicant claims that the registration of the Greek trade mark was not taken into account because the
number mentioned in the translation was not the same as that of the registration certificate. That was a
misunderstanding since the translation filed with the first observations in support of the opposition did not
even mention the disputed number.

21. Finally, the marks registered in the United Kingdom were not taken into consideration because the
documents lodged were copies taken from private databases. However, the documents supplied on 20 February
2000 by the applicant's lawyers following OHIM's request for additional information (renewal certificates) are
documents from the United Kingdom Patent Office database and are accepted in the case of local trade mark
offices.

22. As to the argument that the opposition procedure is not designed to resolve conflicts between signs at
national level, the Board of Appeal disregarded the fact that the conversion procedure
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stems from Regulation No 40/94 itself, in particular Article 108 thereof.

23. Therefore the Board of Appeal and the Opposition Division should have taken into account the possibility
of Moser Grupo Media SL converting its Community trade mark application into a national trade mark
application and should therefore have based refusal to register the mark applied for on all the earlier national
marks relied on and on the applicant's Community trade mark application.

24. The applicant adds that, since the mark MGM was finally registered on 7 October 2002, the proceedings
need no longer be suspended and the Court can take the registration into account. Since the Opposition
Division held - correctly, in the applicant's view - that there was a likelihood of confusion between the
applicant's mark, MGM, and the figurative mark Moser Grupo Media SL, the same reasoning should be
applied to the Community trade mark, MGM, which is now registered.

25. According to OHIM, the applicant did not request, either expressly or by implicitation, a decision which
would prevent the Community trade mark applicant from converting its application into a national trade mark
application.

26. As regards whether OHIM had a duty to examine the opposition as broadly as possible, OHIM submits
that the main purpose of the opposition procedure is to provide an instrument to the owners of earlier rights
in order to prevent the registration of Community trade marks which are in conflict with their earlier rights,
and not to protect trade mark rights or to resolve conflicts between signs at national level.

27. For OHIM, Article 8(2)(b) of Regulation No 40/94 merely means that it cannot base rejection of the
opposition on the fact that a mark is not yet registered. Rule 20(6) of Regulation No 2868/95 does not in any
way impose upon OHIM the obligation to suspend opposition proceedings.

28. Furthermore, Articles 108 to 110 of Regulation No 40/94, which lay down the rules on the conversion of
a Community trade mark application into a national trade mark application, do not give rise to any legal
interest on the part of opponents to require that questions relating to conversion into a national trade mark be
answered at the opposition stage. It is OHIM's view that the legal interest which the applicant claims to have
should have been direct and present at the time of the opposition proceedings.

29. OHIM recalls that in practice the Opposition Division tries to take into account as many earlier rights as
possible or, alternatively, to give decisions with the broadest possible territorial scope, provided that this does
not render the proceedings more cumbersome.

30. Finally, as regards the fact that the Opposition Division did not take into account the applicant's national
marks registered in Austria, Greece and the United Kingdom, OHIM observes that the Austrian trade mark
was not held by the applicant but by a company in the same group, which is a distinct legal person. There
was a discrepancy in respect of the Greek trade mark between the registration number which appeared on the
registration certificate and the number appearing in its translation. The evidence of the applicant's ownership
of the United Kingdom trade marks was drawn from a private database. There was therefore no guarantee that
the information was correct and up to date. Thus OHIM is of the view that the Opposition Division was right
not to take account of the national marks in question.

Findings of the Court

31. The applicant essentially blames OHIM for the fact that Moser Grupo Media SL could still convert its
Community trade mark application into a national trade mark application in the Member States in respect of
which the applicant had earlier marks which were not taken as a basis for the refusal of the Community trade
mark application by the Opposition Division, in accordance with Article 108 of Regulation No 40/94, since
the Opposition Division did not take into account
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either the applicant's earlier national trade marks obtained in Austria, Greece and the United Kingdom or its
Community trade mark application, which was being dealt with at the material time.

32. It is appropriate to observe at the outset that Article 58 of Regulation No 40/94 provides that any party to
proceedings adversely affected by a decision may appeal'.

33. In this instance, it is common ground that the contested decision declared the appeal before the Board of
Appeal inadmissible on the ground that the applicant was not adversely affected by the Opposition Division's
decision for the purposes of Article 58 of Regulation No 40/94.

34. In this connection, it should be stated that the aim of opposition proceedings is to prevent Community
trade marks being registered which are in conflict with earlier marks or rights. That interpretation is the only
one wholly apt to achieve the objectives of Regulation No 40/94. The second recital in the preamble to
Regulation No 40/94 states that the Community arrangements for trade marks enable undertakings, by means
of one procedural system, to obtain Community trade marks to which uniform protection is given and which
produce their effects throughout the entire area of the Community and that the principle of the unitary
character of the Community trade mark thus stated is to apply unless otherwise provided for in the regulation.

35. Accordingly, the aim of opposition proceedings is to give undertakings an opportunity to challenge, by
means of one procedural system, applications for Community trade marks which might give rise to a
likelihood of confusion with their earlier marks or rights, and not to settle pre-emptively potential conflicts at
national level.

36. It is not disputed in this case that the applicant's opposition was upheld for all the goods and services
concerned and that registration of the Community trade mark Moser Grupo Media SL was refused. The
decision of the Opposition Division thus allowed the applicant's claim.

37. It is still necessary to consider the applicant's argument that the fact that the Opposition Division did not
examine either its earlier national marks granted in Austria, Greece and the United Kingdom or its application
for a Community trade mark had negative legal consequences for it, irrespective of the outcome of the case.

38. On this point, it is certainly the case that Rule 15(1) of Regulation No 2868/95 provides that opposition
may be entered on the basis of one or more earlier marks within the meaning of Article 8(2) of the
Regulation (earlier marks) or of one or more other earlier rights within the meaning of Article 8(4) of the
Regulation (earlier rights)'.

39. Furthermore, it follows from Regulation No 40/94, and in particular from Article 108(1)(a) thereof, which
was in force at the material time in this case, that the applicant for or proprietor of a Community trade mark
may request the conversion of his Community trade mark application or Community trade mark into a national
trade mark application ... to the extent that the Community trade mark application is refused, withdrawn, or
deemed to be withdrawn'.

40. It is also the case that the grounds for refusal of an application for a Community trade mark determine
whether the application for a Community trade mark may succeed at national level. Article 108(2)(b) of
Regulation No 40/94 provides that conversion is not to take place for the purpose of protection in a Member
State in which, in accordance with the decision of the Office or of the national court, grounds for refusal of
registration or grounds for revocation or invalidity apply to the Community trade mark application or
Community trade mark.

41. However, it is common ground that conversion of a Community trade mark application into a national
trade mark application is merely optional for an applicant for a Community trade mark. Nor does the
conversion procedure confer on applicants the right to have their applications registered by the competent
national authorities. Instead, the decision on any national registration is left
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to the competent national authorities. Furthermore, opposing parties have the opportunity to assert their rights
before the national authorities.

42. Moreover, nothing prevents an applicant whose Community trade mark application has been refused
following opposition proceedings from filing similar applications with national authorities without having
recourse to the conversion procedure.

43. Consequently, the Court finds that the interest which the applicant relies on concerns a future and
uncertain legal situation.

44. It must be noted that it is clear from settled case-law that an action brought by a natural or legal person
is admissible only in so far as that person has an interest in the contested measure being annulled (Joined
Cases T480/93 and T483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph
59; Case T102/96 Gencor v Commission [1999] ECR II753, paragraph 40; Case T212/00 Nuove Industrie
Molisane v Commission [2002] ECR II347, paragraph 33). That interest must be vested and present (Case
T138/89 NBV and NVB v Commission [1992] ECR II-2181, paragraph 33) and is assessed at the day on
which the action is brought (Case 14/63 Forges de Clabecq v High Authorit y [1963] ECR 357, 371; and
Case T159/98 Torre and Others v Commission [2001] ECR-SC I-A-83 and II-395, paragraph 28). If the
interest which an applicant claims concerns a future legal situation, he must demonstrate that the prejudice to
that situation is already certain. Therefore, an applicant cannot rely upon future and uncertain situations to
justify its interest in applying for annulment of the contested act (NBV and NVB v Commission , cited above,
paragraph 33).

45. It must therefore be held that the decision of the Opposition Division did not adversely affect the
applicant when it upheld its opposition for all the goods and services concerned even though the opposition
was not upheld on the basis of all the trade marks put forward as grounds for opposition.

46. As regards the alleged need to take into account the applicant's Community trade mark application, OHIM
rightly raises considerations of procedural economy. Since the opposition could be upheld on the basis of a
number of earlier national marks, it was not necessary to prolong the proceeding further by suspending it
under Rule 20(6) of Regulation No 2868/95, in order to wait until the Community trade mark was registered.
Rule 20(6) of Regulation No 2868/95 provides that the Office may suspend any opposition proceeding where
the opposition is based on an application for registration pursuant to Article 8(2)(b) of the Regulation until a
final decision is taken in that proceeding, or where other circumstances are such that such suspension is
appropriate'. Accordingly, suspension remains optional for OHIM, which avails itself of it only when it
considers it appropriate.

47. Indeed, to accept the applicant's argument that OHIM must suspend any opposition proceeding where the
opposition is based on an application for registration pursuant to Article 8(2)(b) of Regulation No 40/94 until
a final decision is taken in that proceeding could result in a chain reaction. The application for registration
pursuant to Article 8(2)(b) of the regulation might itself be subject to an opposition in relation to another
application for registration which, in turn, would - if the applicant's argument is accepted - have to be
suspended.

48. As to whether or not the applicant requested, expressly or by implication, a decision on the opposition
with the widest effects possible, namely a decision encompassing all the earlier national marks on which it
based its opposition and the Community trade mark application, the applicant's argument cannot be accepted.
Since the Opposition Division was in any event under no obligation to examine all the earlier marks or rights
for the reasons explained above, the question of the effect, as regards any such obligation, of the scope of the
opposition is wholly irrelevant.

49. For the same reasons it is also not necessary to consider whether the application to register the mark
MGM at Community level and the existence of Austrian, Greek and United Kingdom marks
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would have been valid grounds for an opposition.

50. It follows that the action must be dismissed.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2004. Vitaly Lissotschenko and Joachim

Hentze v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Application to register the word mark LIMO - Absolute grounds for refusal -

Article 7(1)(b) and (c) of Regulation (EC) No 40/94. Case T-311/02.

In Case T-311/02,

Vitaly Lissotschenko, residing in Dortmund (Germany),

Joachim Hentze, residing in Werl (Germany),

represented by B. Hein, lawyer,

applicants,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.
Weberndörfer and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 31 July 2002 (Case R
363/2000-2) concerning registration of the word mark LIMO as a Community trade mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (First Chamber),

composed of: B. Vesterdorf, President, P. Mengozzi and M.E. Martins Ribeiro, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on

10 October 2002,

having regard to the reply lodged at the Court Registry on

25 February 2003,

having regard to the measures of organisation of procedure decided on 10 March 2004 and the reply of OHIM
lodged on 31 March 2004,

further to the hearing of

27 April 2004,

gives the following

Judgment

Costs

51. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicants have been unsuccessful, they
must, having regard to the form of order sought by OHIM, be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:
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1. Dismisses the action;

2. Orders the applicants to pay the costs.

Background to the dispute

1. On 26 August 1999, Mr Lissotschenko and Mr Hentze (the applicants') filed an application for a
Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM) under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the word mark LIMO.

3. The goods in respect of which registration of the mark was sought fall within Classes 9, 10 and 11 under
the Nice Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions
in those classes:

- Class 9: Lasers for non-medical purposes, in particular diode lasers, lasers for measuring technology, lasers
for the treatment of materials, lasers for the printing industry, lasers for material testing and quality control,
lasers for data processing or data transmission; optical and/or electronic apparatus and instruments, in
particular imaging systems, microoptical systems, control electronics, optical systems with integrated
electronics and/or light sources; lenses; optical lenses, supplementary lenses, prisms, corrective lenses;
diffraction apparatus (microscopy)';

- Class 10: Lasers for medical purposes';

- Class 11: Lighting apparatus and installations, light-emitting diodes (LEDs)'.

4. By decision of 14 March 2000, the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the mark applied for was descriptive of the products concerned and devoid of any
distinctive character within the meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

5. On 4 April 2000, the applicants filed at OHIM an appeal against the examiner's decision in accordance
with Article 59 of Regulation No 40/94.

6. By decision of 31 July 2002 (the contested decision'), the Second Board of Appeal of OHIM, first, upheld
a plea in law alleging breach of the right of the applicants to be heard and, accordingly, annulled the
examiner's decision and ordered reimbursement of the applicants' appeal costs. Secondly, it rejected the
application for registration in respect of the goods included in Classes 9 and 10, pursuant to Article 7(1)(b)
and (c) of Regulation No 40/94, on the ground that the mark applied for was devoid of any distinctive
character and consisted exclusively of elements descriptive of the kind and/or the intended purpose of those
goods. Finally, varying the examiner's decision, the Board of Appeal authorised publication of the application
for registration of LIMO as a Community trade mark in respect of the goods included in Class 11.

7. So far as concerns, in particular, the refusal to register the mark applied for in respect of the goods
included in Classes 9 and 10, the Board of Appeal found, first of all, that in electronics the combination of
letters LIMOS' is used as an abbreviation for Laser Intensity Modulation System'. The Board of Appeal relied
for that purpose on a book entitled Abkürzungen in der Elektronik' (Abbreviations used in Electronics) by
Schönborn (Berlin 1993), already mentioned by the examiner, and on the result of internet searches, referring
by way of illustration to two pages on Toshiba and Minolta photocopiers.

8. Next, the Board of Appeal noted that the goods included in Classes 9 and 10 were capable of

© An extract from a JUSTIS database



62002A0311 European Court reports 2004 Page II-02957 3

being used as components of a laser intensity modulation system, so that the sign LIMOS was descriptive of
the nature and/or purpose of those goods which, in its view, are aimed at the specialist consumer or
professional customers who are perfectly likely to know that sign in the field of lasers.

9. The Board of Appeal added that removal of the letter s' from the end of LIMOS did not make it less
descriptive of the goods in question, as a trade mark, since LIMO' is an eloquent abbreviation for most of the
expression Laser Intensity Modulation System', namely Laser Intensity Modulation'. In so doing, the Board of
Appeal took the view that the specialist consumer was able to establish a direct and unequivocal link between
the goods included in Classes 9 and 10 and the sign LIMO, which he would regard as an abbreviation for the
expression Laser Intensity Modulation'.

10. Finally, the Board of Appeal considered that the trade mark applied for was also devoid of distinctive
character in relation to the goods included in Classes 9 and 10. In its view, the consumer in question, who is
a professional, will see in the sign LIMO the abbreviation for the phrase Laser Intensity Modulation' rather
than any indication of the commercial origin of those goods.

Forms of order sought

11. The applicants claim that the Court should:

- annul the contested decision in so far as it refuses registration of the trade mark sought in respect of the
goods within Classes 9 and 10;

- order OHIM to pay the costs.

12. OHIM contends that the Court should:

- dismiss the action;

- order the applicants to pay the costs.

Law

13. The applicants submit that the Board of Appeal was wrong to reject the application to register the trade
mark LIMO, pursuant to Article 7 of Regulation No 40/94, in respect of the goods included in Classes 9 and
10. In support of their application they raise, in essence, two pleas in law alleging infringement of Article
7(1)(c) and Article 7(1)(b) respectively of Regulation No 40/94.

The plea in law alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

14. The applicants deny that the trade mark applied for might be regarded as descriptive of the nature or the
intended purpose of the goods in question.

15. First, they point out that the signs LIMO and LIMOS are not known to the relevant public as
abbreviations of the expressions Laser Intensity Modulation' and Laser Intensity Modulation System'.
Consequently, they claim that there is no need to leave the abovementioned signs free.

16. In that connection, the applicants state that the Internationale Enzyklopädie der Abkürzungen und
Akronyme in Wissenschaft und Technik' (International Encyclopaedia of Abbreviations and Acronyms in
Science and Technology) compiled by Mr Peschke (Munich 1998) does not include LIMOS' as an
abbreviation for Laser Intensity Modulation System'.

17. They also draw attention to the fact that the sign LIMOS is generally used on the internet as an
abbreviation for the word limousines' with regard to motor vehicles, and only sporadically with the meaning
Laser Intensity Modulation System' in relation to photocopiers or reprographic systems. The fact that searches
carried out on the internet by OHIM produced only three references containing the abbreviation LIMOS'
meaning Laser Intensity Modulation System' proves that the
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sequence of letters LIMOS' is not an abbreviation generally known to or used by the specialised circles
concerned.

18. In support of their arguments, the applicants refer to a decision of the Third Board of Appeal of OHIM,
that of 31 October 2000 in Case R 294/2000-3 concerning the registration as a Community trade mark of the
sign DS in respect of goods and services relating to the field of electronic cameras and photographic
development. The decision stated that, when assessing a sign for the purpose of registering it, the value of
dictionary definitions is relative, in particular where the result of the analysis based on such dictionary entries
is not supported by any other information or evidence. The applicants point out that in that case the
examiner's decision of refusal to register the trade mark DS pursuant to Article 7(1)(b) and (c) of Regulation
No 40/94 was based on a list of abbreviations showing that DS' was the abbreviation for Digital Signal', and
that the Board of Appeal had annulled that decision, pointing out that it was not possible to conclude on that
basis alone that the relevant public would confuse the abbreviation DS' with the expression Digital Signal' and
would thus associate it with a descriptive indication. The applicants maintain that similar doubts arise in the
present case, given that the abbreviation LIMOS' with the meaning Laser Intensity Modulation System' appears
in only one book and two internet pages.

19. So far as concerns the sign LIMO, the applicants observe that its use as an abbreviation for Laser
Intensity Modulation' is not established by the documents and internet pages produced by OHIM in support of
its assessment, in which only the sign LIMOS appears. The abbreviation LIMO' for a laser intensity
modulation system does not currently exist and cannot therefore be required to remain free.

20. In that regard, the applicants explain that on the internet the sign LIMO is used as an abbreviation for the
words limousine' or limonade ' (lemonade) or again for the expression borrowed from economics least input
for the most output'. Therefore, since the abbreviation LIMO' is ambiguous, the relevant public, which consists
of specialists, when faced with that abbreviation will make absolutely no connection with the goods covered
by the registration application and falling within Classes 9 and 10.

21. The applicants also cite a decision of the Deutsches Bundespatentgericht (German Federal Patents court) of
2 June 1998 concerning an application to register the word sign CT as a national trade mark, in which the
existence of a need to leave that sign free was ruled out on the ground that the abbreviation CT had a
multitude of meanings capable of being descriptive of goods and services relating to it'.

22. Secondly, the applicants state that even if the signs LIMOS and LIMO should be regarded as
abbreviations of Laser Intensity Modulation System' and Laser Intensity Modulation' respectively, they are not
descriptive of the goods covered by the Community trade mark application, since those goods are neither laser
intensity modulation systems nor, unlike Laser Intensity Modulation', procedures or methods, but merely
individual products which even in combination would not constitute such a system either.

23. OHIM contends that the findings of the Board of Appeal are well founded so far as concerns the
descriptive nature of the trade mark applied for.

Findings of the Court

24. Under Article 7(1)(c) of Regulation No 40/94, the following are not to be registered: trade marks which
consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity,
intended purpose, value, geographical origin or the time of production of the goods or of rendering of the
service, or other characteristics of the goods or service'.
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25. Article 7(1)(c) of Regulation No 40/94 prohibits the signs and indications therein referred to from being
reserved to one undertaking alone because they have been registered as trade marks. It therefore pursues an
aim which is in the public interest, namely that descriptive signs or indications may be freely used by all
(Case C-191/01 P OHIM v Wrigley [2003] ECR I0000, paragraph 31, Case T356/00 DaimlerChrysler v OHIM
(CARCARD) [2002] ECR II1963, paragraph 24, and Case T348/02 Quick v OHIM (Quick) [2003] ECR
II-0000, paragraph 27).

26. From that point of view, the signs and indications referred to in Article 7(1)(c) of that regulation are those
which may serve in normal usage from the point of view of the relevant public to designate, either directly or
by reference to one of their essential characteristics, goods or services such as those in respect of which
registration is sought (Case C383/99 P Procter &amp; Gamble v OHIM [2001] ECR I6251, paragraph 39,
CARCARD , paragraph 25, and Case T360/00 Dart Industries v OHIM (UltraPlus) [2002] ECR II-3867,
paragraph 22).

27. Thus, a sign's distinctiveness can be assessed only by reference first to the goods and services concerned
and secondly to the understanding which the relevant public has of that sign (CARCARD , paragraph 25, and
UltraPlus , paragraph 22).

28. In the present case, the Board of Appeal found that the relevant public was composed of consumers who
were specialists (paragraph 17 of the contested decision). Since the goods in question are intended for
professionals rather than for the average consumer, that analysis by the Board of Appeal must be upheld. In
any event, it has not been contested by the applicants. The relevant public must therefore be deemed to be
composed of specialists, who are well-informed, observant and circumspect (see Case T-34/00 Eurocool
Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 47).

29. A preliminary observation, as regards the applicants' argument that there is no need for the signs LIMOS
and LIMO to remain free because they are not customary in the technical language used to describe the goods
in question, is that in paragraph 35 of the judgment in Joined Cases C-108/97 and C-109/97 Windsurfing
Chiemsee [1999] ECR I2779 the Court held that the application of Article 3(1)(c) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), the wording of which is identical to that of Article 7(1)(c) of Regulation No 40/94, does
not depend on there being a real, current or serious need for a sign or indication to remain free.

30. Accordingly, for the purpose of applying Article 7(1)(c) of Regulation No 40/94, it is necessary only to
consider, on the basis of the relevant meaning of the word sign at issue, whether, from the viewpoint of the
public addressed, there is a sufficiently direct and specific relationship between the sign and the goods or
services in respect of which registration is sought (Case T-106/00 Streamserve v OHIM (STREAMSERVE)
[2002] ECR II-723, paragraph 40, confirmed on appeal by the order in Case C-150/02 P Streamserve v OHIM
[2004] ECR I-0000, and CARCARD , paragraph 28).

31. It must be noted that the Board of Appeal did not claim that the sign LIMO was customarily used, in
technical language, as an abbreviation for the expression Laser Intensity Modulation'. In that regard, the
applicants point out that the sign LIMO does not appear either in specialist literature or on the internet, where
it appears to be used on the contrary as an abbreviation for the words limousine' or limonade ' or for the
expression borrowed from economics least input for the most output'.

32. None the less, the fact that the sign LIMO is not usually used in specialist circles as an abbreviation for
the expression Laser Intensity Modulation' is not sufficient to conclude automatically that it is not descriptive.
For OHIM to refuse to register a trade mark under Article 7(1)(c)
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of Regulation No 40/94 it is not necessary that the signs and indications composing the mark that are referred
to in that article actually be in use at the time of the application for registration in a way that is descriptive
of goods or services such as those in relation to which the application is filed, or of characteristics of those
goods or services. It is sufficient, as the wording of that provision itself indicates, that such signs and
indications could be used for such purposes (OHIM v Wrigley , paragraph 32, and the order in Case C-326/01
P Telefon &amp; Buch v OHIM [2004] ECR I-0000, paragraph 28).

33. In the present case, in its analysis for the purpose of establishing whether the sign LIMO could be used to
describe goods falling within Classes 9 and 10 covered by the Community trade mark applied for or
characteristics of those goods, the Board of Appeal found first that LIMOS', being a known abbreviation of
Laser Intensity Modulation System' for the kind of goods in question, was descriptive of the kind and/or
intended purpose thereof. Next, it found that shortening LIMOS' to LIMO' by removing the letter s' did not
alter the fact that the trade mark applied for was descriptive.

34. So far as concerns the sign LIMOS, the Board of Appeal could validly conclude, in paragraph 16 of the
contested decision, that it was used in the field of electronics as an abbreviation for the expression Laser
Intensity Modulation System', relying on the fact that it appears with that meaning both in a work on
abbreviations used in the field of electronics and in internet pages.

35. The inclusion of such an abbreviation in a work dedicated to abbreviations in the field of electronics is of
particular significance, which cannot be ignored merely because the encyclopaedia cited by the applicants (see
paragraph 16 above) does not itself include LIMOS' as an abbreviation.

36. Moreover, proof of the actual use of LIMOS' as an abbreviation for Laser Intensity Modulation System'
lies not only in the definition contained in a dictionary entry but also in documents of a commercial nature.
The internet pages referred to by way of example by the Board of Appeal, show that LIMOS' is the
abbreviation for Laser Intensity Modulation System' which, in those pages, designates a copying system used
in the FC 70 Toshiba and the CF 9001 Minolta colour copiers.

37. In those circumstances, the applicants' complaint that the Board of Appeal departed from the criteria of
assessment used by it in its decision on the application for the trade mark DS (see paragraph 18 above) is
manifestly wrong in fact. Furthermore, it must be borne in mind that the relevant public in this case is
composed of specialists, contrary to the position in the case which gave rise to that decision, in which the
Board of Appeal relied precisely on the fact that the relevant public consisted of average consumers rather
than professionals and thus concluded that a reference in a dictionary of acronyms and abbreviations was not
sufficient for the examiner to be able to infer that the letters DS' could be perceived by such a public as
standing for Digital Signal'. Accordingly, the applicants cannot rely at all on that decision in order to support
their argument.

38. As regards the descriptive nature of the sign LIMOS, it must be noted, as the Board of Appeal did in
paragraph 17 of the contested decision, that the applicants, at page 3 of their document of 7 June 2000 setting
out the grounds of their appeal before the OHIM, acknowledged that the products referred to in the
application... are products which, in any event, can be components of Laser Intensity Modulation Systems',
although they added that none of those products, however, may be directly described as being such a system'.
Taking note of that acknowledgement, which was, moreover reiterated by the applicants before the Court at
the hearing of 27 April 2004, the Board of Appeal stated that the sign LIMOS was descriptive of the kind
and/or intended purpose' of those products.

39. Neither the Board of Appeal in its decision nor OHIM in the present proceedings has shown
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in what way the sign LIMOS is descriptive of the kind of products covered by Classes 9 and 10.

40. None the less, it is not disputed that those products may be used as components of a laser intensity
modulation system. The applicants have made no serious argument which might undermine the conclusion of
the Board of Appeal that, in view of that characteristic of the products, the sign LIMOS, as an abbreviation
for the expression Laser Intensity Modulation System', is descriptive, at the very least, of their intended
purpose. They merely observed, in essence, that it was not possible to obtain a Laser Intensity Modulation
System' just by combining two or more of the products in issue. That clarification, which does not mean that
those products, considered individually, could not be used as a component of such a system in combination
with other products not covered by the application for a Community trade mark, is irrelevant.

41. Given that all the products covered by Classes 9 and 10 are intended for specialist consumers likely to
know the sign LIMOS as an abbreviation for Laser Intensity Modulation System' in the field of those goods,
and may be incorporated in such a system, it must be held that, in the absence of any evidence to the
contrary from the applicants, the sign is descriptive of one of the possible intended purposes of the goods at
issue which the relevant public is liable to take into account when making a choice and which accordingly
constitutes an essential characteristic thereof (see to that effect Case T-222/02 HERON Robotunits v OHIM
(ROBOTUNITS) [2003] ECR II-0000, paragraph 44).

42. Thus, if from the point of view of the relevant public the sign LIMOS bears a sufficiently direct and
specific relationship with the goods falling within Classes 9 and 10 in respect of which registration is sought,
it remains to be ascertained whether the same conclusion applies with regard to the sign LIMO, which is the
subject of the application for a Community trade mark.

43. In that regard, the Board of Appeal was right to find that removing the letter s' at the end of the sign
LIMOS does not made the resulting sign less descriptive, for the purpose of Article 7(1)(c) of Regulation No
40/94 and in relation to the goods at issue.

44. It has been established that LIMOS' is used as an abbreviation for the expression Laser Intensity
Modulation System', and that is sufficient to show that the sign LIMO is capable of being used, and perceived
by the relevant public, as an abbreviation for the expression Laser Intensity Modulation'. The fact that the sign
LIMO is capable of describing the phenomenon of modulating laser intensity rather than a system which
produces that phenomenon is not sufficient to remove the descriptive character of that sign in relation to the
goods at issue. If the latter may be components of a system which modulates laser intensity, a sign
designating such modulation still remains descriptive of one possible intended purpose of such products.

45. Thus, the Board of Appeal was right to consider that the specialist consumer will be in a position to
establish a sufficiently direct and specific link between the goods falling within Classes 9 and 10 covered by
the application for a Community trade mark and the sign LIMO, and that he will perceive that sign as the
abbreviation for Laser Intensity Modulation' and as referring, at the very least, to one of the possible intended
purposes of those goods, namely as part of a laser intensity modulation system.

46. Finally, it is also necessary to reject the applicants' argument that - in view of the allegedly ambiguous
meaning of the sign LIMO, which is allegedly used as an abbreviation for the words limousine' and limonade
' or even the expression least input for most output', or may be perceived as the name of a certain company -
the relevant public, when considering that sign, will not think of the goods covered by Classes 9 and 10.

47. In that regard, it is sufficient to point out that registration of a word sign must be refused, pursuant to
Article 7(1)(c) of Regulation No 40/94, if at least one of its possible meanings identifies
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a feature of the goods or services concerned (judgment in OHIM v Wrigley , paragraph 32; order in Telefon
&amp; Buch v OHIM , paragraphs 28 and 37; judgments in STREAMSERVE , paragraph 42, and CARCARD
, paragraph 30). However, it is clear from the foregoing considerations that one of the possible meanings of
the sign LIMO is Laser Intensity Modulation' and that the relevant public is perfectly capable of understanding
that sign with that meaning.

48. It follows that the plea alleging infringement of Article 7(1)(c) of Regulation No 40/94 must be rejected.

49. In those circumstances, there is no need to examine the plea in law alleging infringement of Article
7(1)(b) of Regulation No 40/94. It is settled case-law that it is sufficient that one of the absolute grounds for
refusal applies for a sign not to be registrable as a Community trade mark (Case C-104/00 P DKV v OHIM
[2002] ECR I-7561, paragraph 29, Case T-360/99 Community Concepts v OHIM (Investorworld) [2000] ECR
II3545, paragraph 26, Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR
II433, paragraph 30, and Joined Cases T-79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit Super Pro)
[2002] ECR II4881, paragraph 36).

50. The action must therefore be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Nestlé Waters France v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Three-dimensional mark - Shape of a bottle - Absolute grounds for refusal - Distinctive character -

Article 7(1)(b) of Regulation (EC) No 40/94. Case T-305/02.

In Case T-305/02,

Nestlé Waters France, established in Issy-les-Moulineaux (France), represented by A. Cléry, avocat,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. Rassat
and O. Waelbroeck, acting as Agents,

defendant,

APPLICATION for annulment of the decision of the Fourth Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 12 July 2002 (Case R 719/2000-4) refusing to register a
three-dimensional trade mark consisting of the shape of a transparent bottle,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the written procedure and further to the hearing on 10 July 2003,

gives the following

Judgment

Costs

45 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

46 Since the Office has been unsuccessful and the applicant has asked for costs to be awarded against it, the
Office must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Annuls the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 12 July 2002 (Case R 719/2000-4);

2. Orders the defendant to pay the costs.

Background to the dispute

© An extract from a JUSTIS database



62002A0305 European Court reports 2003 Page II-05207 2

1 On 7 September 1998 Perrier Vittel France, now called Nestlé Waters France (`the applicant'), filed an
application for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM) under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark in respect of which registration was sought is the three-dimensional sign reproduced below:

3 The three-dimensional trade mark applied for is described as follows:

`The bottle comprises a main section with, at its base, a recess, in the shape of a slightly truncated cone with,
in its flat section, a stylised star in relief. In the lower part of the main section, which is nearly cylindrical
from bottom to top, there is an initial series of wavy grooves and, in the upper part, which is of slightly
smaller diameter and bobbin-shaped, there are spiralling grooves which form lozenges when seen through the
bottle. The top section, which is the shape of a slightly truncated cone, ends in a cylindrical neck with a blue
cap.'

4 Registration is also sought in respect of colours specified in the following terms on the ad hoc form:
`transparent bottle with blue cap on blue base'.

5 The goods in respect of which registration of the trade mark was sought are in Class 32 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
`Mineral and aerated waters, spring waters, flavoured waters and more particularly flavoured drinks with a
mineral water and fruit or fruit extract base, fruit drinks, fruit juices, nectars, lemonades, sodas and, more
generally, all non-alcoholic beverages'.

6 By decision of 8 May 2000, the examiner refused the application under Article 7(1)(b) of Regulation No
40/94, since the mark applied for was considered to be devoid of any distinctive character.

7 On 20 June 2000, Perrier Vittel France filed at OHIM notice of appeal against the abovementioned decision,
under Article 59 of Regulation No 40/94.

8 The appeal was dismissed by decision of 12 July 2002 of OHIM's Fourth Board of Appeal, notified to the
applicant on 6 August 2002 (`the contested decision'), on the ground that the mark applied for is devoid of
any distinctive character.

Procedure and forms of order sought

9 It was in those circumstances that the applicant, by application lodged at the Registry of the Court of First
Instance on 3 October 2002, brought the present proceedings.

10 By letter of 3 March 2003, received at the Registry on the same day, the applicant sought permission to
lodge a reply and to communicate supplementary documents. In response to that request, the applicant was
only authorised to lodge the supplementary documents relied on, which it did on 16 April 2003.

11 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

12 OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law
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13 In response to the Court's request at the hearing to specify the nature of its case, the applicant stated that
its sole plea for annulment was infringement of Article 7(1)(b) of Regulation No 40/94 and it was not
claiming any infringement at all of Article 7(1)(e) or (3), which was noted in the record of the hearing.

Arguments of the parties

14 The applicant claims, first, that the Board of Appeal was guilty of confusion when it assessed the
distinctiveness of the shape claimed in relation to bottles, goods within Class 21 which are not concerned by
the application, and not in relation to beverages, which are the only goods referred to in the registration
application and fall within Class 32.

15 The applicant submits, second, that the Board of Appeal's conclusion is the result of confusion between
originality and distinctiveness. If a sign is to be regarded as distinctive, it is sufficient for it to be neither
common nor necessary, which is precisely the case here because of the particular shape of the bottle resulting
from its bobbin-like upper part and the various decorative, purely arbitrary elements which are cut into the
very material of the bottle.

16 Those elements consist of the oblique grooves winding round the upper part of the bottle's main section
and the six wavy, horizontal grooves on the lower part. In addition, according to the applicant, the shape of
the bottle and the decoration on its upper part bring to mind the upper part of a woman's body draped in a
light veil. That symbolic representation, used for a bottle, is as new as it is original.

17 The applicant submits therefore that the shape and the overall decoration of the bottle confer a distinctive
character on the shape claimed. That conclusion is confirmed by the results of two surveys carried out in
April 1997, that is more than a year before the application for a Community trade mark, and in July 2000,
which the Board of Appeal wrongly did not take into account.

18 The applicant states, third, that although OHIM and the Board of Appeal do not deny that `a bottle in
itself is capable in theory of serving as a trade mark', an assessment of distinctiveness which is too strict
results in `bare' bottles being denied any protection under trade mark law.

19 The applicant relies, fourth and finally, on the existence of various decisions to register the sign claimed
taken by specialised national authorities and claims for that sign protection which is identical to that granted
by OHIM to two marks consisting of the shape of a bottle.

20 OHIM submits that the Board of Appeal applied Article 7(1)(b) of Regulation No 40/94 correctly.

21 OHIM states, first, that the lack of distinctiveness results from the common nature of the shape used for
the goods in question and that it is solely in that sense that the contested decision, and more specifically
points 12 and 17, should be understood. Nowhere in that decision does the Board of Appeal turn particular
originality or individualism, which are criteria relating to copyright, into preconditions for the protection
provided by trade mark law.

22 OHIM asserts, second, that it is established that the absolute ground for refusal under Article 7(1)(b) of
Regulation No 40/94 can be assessed only, first, by taking the mark as a whole and, second, having regard
only to the goods in respect of which registration of the sign is applied for (Case T-163/98 Procter &amp;
Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, paragraphs 20 and 21) and in relation to the way in
which it is viewed by the public which consumes those goods (Case T-355/00 DaimlerChrysler v OHIM
(TELE AID) [2002] ECR II-1939, paragraph 25).

23 OHIM points out that beverages cannot be offered for sale as they are, because of their nature, but must
be offered in solid packaging, traditionally bottles, and asserts that the applicant cannot accuse the Board of
Appeal of `regrettable confusion' in assessing the distinctiveness of the bottle in relation to bottles, since it is
clear from the contested decision that the bottle in question
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was assessed having regard only to the goods specified in the application.

24 Since the non-alcoholic beverages referred to in the registration application are everyday consumer goods,
the public to be taken into consideration in order to assess the distinctiveness of the sign in question is the
general public made up of all the potential purchasers of those beverages in the whole European Union.

25 OHIM submits, third, that the Board of Appeal established that the Community trade mark applied for is
only a sum of characteristics, which are `very common for the usual containers' of the goods in question,
which cannot in any way form a distinctive whole, since it is only a variant of an ordinary packaging shape,
which comes naturally to mind and is incapable of operating ab initio as an indicator of origin. Moreover, the
argument based on the bottle's symbolism is not, according to the defendant, relevant, because the symbolic
representation relied on by the applicant will certainly not be perceived by the average consumer who is
reasonably observant and circumspect, faced for the first time with the bottle in question, a fact which the
applicant expressly acknowledges.

26 OHIM contends, fourth, that the Court should reject the applicant's arguments based on the existence of
Community registrations, which relate to two marks which are not identical to the mark applied for, or
national registrations, which do not in any way constitute binding precedents, in the legal sense of that term.

Findings of the Court

27 Article 7(1)(b) of Regulation No 40/94 provides that `trade marks which are devoid of any distinctive
character' are not to be registered.

28 It must first of all be borne in mind that, according to the case-law, the trade marks covered by Article
7(1)(b) of Regulation No 40/94 are in particular those which, from the point of view of the relevant public,
are commonly used, in trade, for the presentation of the goods or services concerned or in connection with
which there exists, at the very least, concrete evidence justifying the conclusion that they are capable of being
used in that manner (Joined Cases T-79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002]
ECR II-4881, paragraph 19). Moreover, the signs referred to in Article 7(1)(b) are incapable of performing the
essential function of a trade mark, namely that of identifying the origin of the goods or services, thus enabling
the consumer who acquired them to repeat the experience, if it proves to be positive, or to avoid it, if it
proves to be negative, on the occasion of a subsequent acquisition (Case T-79/00 Rewe Zentral v OHIM
(LITE) [2002] ECR II-705, paragraph 26; Kit Pro and Kit Super Pro, paragraph 19, and Joined Cases
T-324/01 and T-110/02 Axions and Belce v OHIM (Brown cigar shape and gold ingot shape) [2003] ECR
II-0000, paragraph 29).

29 Accordingly, the distinctiveness of a mark may be assessed only, first, in relation to the goods or services
for which registration has been requested and, second, in relation to the perception which the relevant public
has of it (LITE, paragraph 27; Kit Pro and Kit Super Pro, paragraph 20, and Brown cigar shape and gold
ingot shape, paragraph 30).

30 As regards the first abovementioned analysis, it should be borne in mind that the sign claimed consists of
the shape of the packaging of the product in question and not the shape of the product itself, since beverages
cannot, on account of their nature, be sold as they are but require packaging.

31 In those circumstances, the Board of Appeal assessed distinctiveness in relation to the shape and look of
the bottle in question, not as such, but as a container for the goods referred to in the registration application.
Thus after having compared the bottle in question with other bottles containing non-alcoholic beverages and
concluded that the bottle in question is `classic' in nature, the Board of Appeal stated that its reasoning
`applies to all the goods referred to in the application
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filed and more specifically to "mineral and aerated water, spring water and flavoured water"' (point 13 of the
contested decision).

32 It follows that the applicant's claim that the Board of Appeal was guilty of confusion when it assessed the
distinctiveness of the shape claimed in relation to bottles, goods within Class 21 which are not concerned by
the application, and not in relation to beverages, which are the only goods referred to in the registration
application and fall within Class 32, must be rejected as unfounded.

33 As regards the relevant public, non-alcoholic beverages are everyday consumer goods. The public
concerned, in the case of these products, is all final consumers. Therefore, in any assessment of the distinctive
character of the mark applied for, account must be taken of the presumed expectations of an average
consumer who is reasonably well informed and reasonably observant and circumspect (see, to that effect, Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26), which is what the Board of Appeal
did in the contested decision.

34 It should also be observed that the way in which the relevant public concerned perceives trade marks is
influenced by its level of attention, which is likely to vary according to the category of goods or services in
question (Lloyd Schuhfabrik Meyer, paragraph 26). In the present case, it is common ground that the
operators on the market of the goods concerned, which is highly competitive, are all faced with the technical
necessity of packaging for the marketing of those goods and subject to the need for them to be labelled. In
such a context, certain operators have for several years sought in the shape of the packaging the means to
differentiate their goods from those of the competition and to attract the public's attention. It thus appears that
the average consumer is quite capable of perceiving the shape of the packaging of the goods concerned as an
indication of their commercial origin, in so far as that shape presents characteristics which are sufficient to
hold his attention.

35 Second, it must be observed that Article 7(1)(b) of Regulation No 40/94 makes no distinction between
different categories of mark. Accordingly, it is not appropriate to apply more stringent criteria when assessing
the distinctiveness of three-dimensional marks comprising the shape of the goods themselves or, as in the
present case, the shape of the packaging of those goods than in the case of other categories of mark (see, to
that effect, T-88/00 Mag Instrument v OHIM (Torch shape) [2002] ECR II-467, paragraph 32).

36 In the contested decision, the Board of Appeal found that the mark applied for lacked any distinctive
character, considering that `the general shape of the bottle is classic, whether it be its flat base, its cylindrical
shape which is slightly narrower three-quarters of the way up and then wider again, its cone-shaped top or its
blue cap'. As regards the decoration of the bottle in question, the Board of Appeal stated that the `indentations
which it has at various levels also come within the ordinary range of this type of packaging' and that `the
diagonal grooves and horizontal waves as well as the lozenge motif seen through the bottle, in particular, add
nothing to the lack of distinctiveness of the whole since these are simple symbols, positioned in a classic
manner on this type of base' (point 12 of the contested decision).

37 In its pleading OHIM submits, first, that the Board of Appeal did not make any error of assessment and
produces, second, a series of documents showing photographic reproductions, taken from an internet site
mentioned in the contested decision, of various bottles with a bobbin-like upper part, horizontal waves on their
lower part or oblique grooves.

38 That finding of the Board of Appeal, based essentially on an examination of the various elements of
presentation individually, is the result of an incorrect application of Article 7(1)(b) of Regulation No 40/94.

39 In order to ascertain whether the shape of the bottle at issue may be perceived by the public
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as an indication of origin, the overall impression produced by the appearance of that bottle must be analysed
(see, to that effect, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23, and Case T-194/01 Unilever v
OHIM (Ovoid tablet) [2003] ECR II-0000, paragraph 54).

40 In the present case, although the bottle's bobbin shape and the oblique, horizontal grooves are admittedly
features of numerous bottles currently available on the market, particular note should be taken of the manner
in which those various elements are put together. In that regard, it should be emphasised that a sign consisting
of a combination of elements, each of which is devoid of any distinctive character, can be distinctive provided
that concrete evidence, such as, for example, the way in which the various elements are combined, indicates
that the sign is greater than the mere sum of its constituent parts (see Case T-323/00 SAT.1 v OHIM (SAT.2)
[2002] ECR II-2839, paragraph 49, and Kit Pro and Kit Super Pro, paragraph 29).

41 It results from an examination of all the documents put before the Court by the parties that the
combination of the abovementioned elements of presentation, which make up the mark applied for, is truly
specific and cannot be regarded as altogether commonplace. Thus the nearly cylindrical main section of the
bottle bears oblique grooves which, first, completely cover the bobbin-like part of the bottle and accentuate
the curved, rounded effect of the bottle's upper part and, second, are highlighted by the presence on the lower
part of the bottle of grooves running in the opposite direction, the whole forming a design which is striking
and easy to remember. That combination thus gives the bottle at issue a particular appearance which, taking
account also of the overall aesthetic result, is capable of holding the attention of the public concerned and
enabling that public, made aware of the shape of the packaging of the goods in question, to distinguish the
goods covered by the registration application from those with a different commercial origin (see, to that effect,
Case T-128/01 DaimlerChrysler v OHIM (Grille) [2003] ECR II-0000, paragraphs 46 and 48).

42 Furthermore, in considering that the mark applied for was devoid of any distinctive character, the Board of
Appeal misinterpreted the terms of Article 7(1)(b) of Regulation No 40/94, from which it follows that a
minimum degree of distinctive character is sufficient to render inapplicable the ground for refusal set out in
that article (Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 39, and
Grille, paragraph 49). Since, as stated above, the mark applied for is made up of a combination of elements of
presentation which is particular and distinguishes it from the other shapes on the market for the goods
concerned, it must be considered that the mark applied for, taken as a whole, has the minimum degree of
distinctiveness required.

43 It results from all the foregoing considerations, and without its being necessary to rule on the applicant's
other arguments, that the Board of Appeal erred in finding that the mark applied for is devoid of any
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94.

44 The plea in law must accordingly be declared well founded and the contested decision must be annulled.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)February 2005. Lidl Stiftung &amp;

Co. KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Opposition - Likelihood of confusion - Application for Community word mark
LINDENHOF - Earlier word and figurative mark LINDERHOF - Article 8(1)(b) of Regulation (EC) No

40/94. Case T-296/02.

In Case T-296/02,

Lidl Stiftung &amp; Co. KG, established in Neckarsulm (Germany), represented by P. Groß, avocat,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by A. von
Mühlendahl, B. Müller and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs), intervener before the Court of First Instance, being

REWE-Zentral AG, established in Cologne (Germany), represented by M. Kinkeldey, lawyer,

ACTION against the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 17 July 2002 (Case R 0036/2002-3), relating to opposition proceedings
between Lidl Stiftung &amp; Co. KG and REWE-Zentral AG,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the written procedure and further to the hearing on

18 May 2004,

gives the following

Judgment

Costs

75. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings.

76. In the present case, the applicant has been unsuccessful. The Office contends that the applicant should be
ordered to pay the costs and the intervener contends that the applicant should be ordered to pay the
intervener's costs. The applicant should therefore be ordered to pay the costs both of the Office and of the
intervener.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

© An extract from a JUSTIS database



62002A0296 European Court reports 2005 Page 00000 2

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 16 September 1997, the intervener before the Court of First Instance applied to the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office') for registration as a Community
trade mark of the sign

LINDENHOF.

2. The trade mark application relates, inter alia, to goods falling within Classes 30 and 32 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and corresponding for each of those classes
to the following description:

- Class 30:... chocolate goods;... chocolate beverages;... marzipan and nougat products;... pralines, including
filled pralines ...';

- Class 32: Beers, mixed drinks containing beer, mineral and aerated waters and other non-alcoholic drinks;
fruit drinks and fruit juices, vegetable juices; syrups and other preparations for making beverages; whey
beverages...'.

3. On 10 August 1998, the trade mark application was published in Community Trade Marks Bulletin No
60/98.

4. On 26 October 1998, the applicant gave notice of opposition against the registration of the mark requested,
on the basis of the following word and figurative mark registered in Germany with a date of application for
registration of 24 December 1991 (the earlier trade mark').

>image>0

5. Registration of the mark requested was opposed in respect of all the goods mentioned in paragraph 2
above. The opposition was based on the goods covered by the earlier trade mark, called sparkling wines', in
Class 33.

6. In support of its opposition, the applicant relied on the relative ground for refusal under Article 8(1)(b) of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

7. Since the intervener raised a plea of non-use of the earlier trade mark as provided for in Article 43(2) and
(3) of Regulation No 40/94, the applicant produced a sworn statement by one of its managers, to which were
attached a list setting out the number of units sold for the period 1995 to 2000 and a picture showing the
form used for those sales, reproduced below.

>image>1

8. By decision of 8 November 2001, the Opposition Division found, firstly, that the genuine use of the earlier
trade mark had been proven. Secondly, it upheld the opposition in so far as it concerned goods called beers,
mixed drinks containing beer', on the ground of a likelihood of confusion. It rejected the remainder of the
opposition on the ground of absence of such a likelihood. Finally, it ordered each party to bear its own costs.

9. On 7 January 2002, the applicant brought an appeal against that decision with regard to the goods called
mineral and aerated waters and other non-alcoholic drinks; fruit drinks and fruit juices' in Class 32 (the drinks
covered by the trade mark application').

10. By decision of 17 July 2002 (the contested decision'), the Board of Appeal dismissed the appeal and
ordered the applicant to pay the costs.
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Procedure

11. By application lodged at the Registry of the Court of First Instance on 27 September 2002, the applicant
brought the present action.

12. By letter of 14 January 2003, the Office informed the Court that it had found an absence of proof as to
the extension of the period of protection of the earlier trade mark. By letter received on 10 March 2003, the
applicant sent that proof to the Court.

13. The Office and the intervener lodged their responses on 3 and 4 February 2003 respectively.

Forms of order sought

14. The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

15. The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

16. The intervener contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs incurred by the intervener.

Arguments of the parties

17. In support of its application, the applicant advances a single plea in law, alleging infringement of Article
8(1)(b) of Regulation No 40/94, in that the Board of Appeal wrongly found that there was no likelihood of
confusion between the goods called sparkling wines', on the one hand, and the drinks covered by the trade
mark application, on the other (the goods in question').

18. With regard to the goods in question, the applicant submits, firstly, that customarily they have a common
source. In that regard, it produces documents, with witness evidence offered in support, to show the existence
of German wineries producing wine and sparkling wine, which also produce fruit juices, fruit wines, sparkling
fruit wines and wine-based mixed drinks. That fact is known to the target public. Furthermore, according to
the applicant, the existence of wineries also marketing table water or mineral water cannot be excluded.
Finally, it claims that, conversely, the manufacturers of the drinks covered by the trade mark application are
also extending their range of products.

19. The applicant also submits that the final products in question are similar. All are drinks for everyday
consumption and are sold side by side both in shops and on drinks menus. Advertising for them is similar,
usually showing a person who, whilst drinking the beverage concerned, enjoys a moment of happiness. Like
sparkling wines, the drinks covered by the trade mark application and, in particular, fruit-based alcoholic
drinks, are also drunk on special occasions and, like those drinks, sparkling wines are also drunk with meals.
Moreover, many drinks other than wine are sparkling. Finally, the applicant observes that, like sparkling wine,
certain non-alcoholic drinks, fruit drinks and other fruit juices may be produced, inter alia, from grapes. It
concludes that since the goods in question bear similar signs, they could be thought to have the same
commercial origin.

20. With regard to the signs in question, the applicant submits that they are similar to the extent that their
phonetic difference is hardly noticeable and their conceptual difference is not particularly striking, which
would not in the present case lead the public to look into their meaning.
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21. With regard to the target public, the applicant claims that since the goods in question are for everyday
consumption, the public will not pay them any great attention.

22. The applicant also submits that the earlier trade mark is very distinctive in nature. Sparkling wines have
been sold under that mark for more than seven years in more than 4 000 of the applicant's subsidiaries, most
of which are in Germany. The sworn statement mentioned in paragraph 7 above proves that those sales
generated a large turnover in Germany from January 1995 to January 2000. Extensive advertising was
undertaken in that regard. The applicant points out that the word linderhof' is not descriptive of sparkling
wines.

23. In answer to the assertion that some of its arguments had been made too late, the applicant contended at
the hearing that its main argument had already been put to the Board of Appeal.

24. The Office, for its part, considers that the Board of Appeal correctly held that there was no likelihood of
confusion.

25. In that regard, the Office submits, inter alia, that the applicant's arguments based, firstly, on the common
usual source of the goods in question and, secondly, on the fact that mixtures of the products in question are
proposed, were made too late, in view of Rules 16(3), 17(2) and 20(2) of Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1), of Article 74(1), in
fine, of Regulation No 40/94 and of the judgments in Case T-232/00 Chef Revival USA v OHIM - Massagué
Marín (Chef) [2002] ECR II-2749 and Case T-388/00 Institut für Lernsysteme v OHIM - Educational Services
(ELS) [2002] ECR II-4301, paragraph 21 et seq. According to the Office, the first argument was put forward
clearly only before the Court and the second argument was made there for the first time. Nor do those
arguments support or add anything to an argument already put forward before the Opposition Division. The
Office adds that if it did not clearly indicate to the applicant which facts and evidence were to be submitted,
it was for the applicant to decide for itself. Furthermore, the Office was not in a position to give such an
indication, since it did not have sufficient knowledge of the market in question. Finally, the Office submits
that the applicant itself headed the relevant part of its application new facts'.

26. The same is true, according to the Office, of the argument alleging the very distinctive nature of the
earlier trade mark because of its use, since nor was that argument put forward before it. The Office notes that,
before the Board of Appeal, the applicant submitted merely that the earlier trade mark was at least normally
distinctive in nature'. Furthermore, the Office submits that the facts and other evidence put forward by the
applicant to prove use of the earlier trade mark are neither an express nor an implied appeal to the great
reputation acquired by that mark because of its use.

27. The intervener relies, firstly, on a plea based on infringement of Articles 15 and 43 of Regulation No
40/94, in that the Board of Appeal should have dismissed the appeal on the ground of the absence of proof of
genuine use of the earlier trade mark.

28. Secondly, the intervener submits that there is no likelihood of confusion.

29. At the hearing, the intervener supported the arguments of the Office to the effect that certain of the
applicant's arguments were made too late.

Findings of the Court

Admissibility of certain arguments put forward by the applicant

30. The Office and the intervener submit that the arguments based, firstly, on the common usual source of the
goods in question, secondly, on the fact that mixtures of the products in question are offered for sale and,
thirdly, on the very distinctive nature of the earlier trade mark were made too late.
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31. In that regard, it should be noted that the purpose of actions brought before the Court of First Instance is
to review the legality of the decisions of the Boards of Appeal within the meaning of Article 63 of Regulation
No 40/94. Facts which are relied upon before the Court without having been first brought before the
departments of the Office can affect the legality of such a decision only if the Office should have taken them
into account of its own motion. In that regard, it follows from Article 74(1), in fine, of that regulation, under
which, in proceedings relating to relative grounds for refusal of registration, the Office is to be restricted in its
examination to the facts, evidence and arguments provided by the parties and the relief sought, that it is not
required, of its own motion, to take into consideration facts which were not put forward by the parties. Such
facts cannot, therefore, call into question the legality of a decision of the Board of Appeal.

32. With regard to the first argument mentioned in paragraph 30 above, it must be found that the applicant
asserted before the Board of Appeal that the goods in question were manufactured, substantially, in identical
companies, as can also be seen from paragraph 14 of the contested decision. The first argument cannot,
therefore, be considered not to have been raised before the Office, contrary to the claims of the Office and the
intervener.

33. It is appropriate to add that, admittedly, the applicant put forward the assertion mentioned in the previous
paragraph for the first time before the Board of Appeal. However, according to the case-law the Boards of
Appeal may, subject only to Article 74(2) of Regulation No 40/94, allow the appeal on the basis of new facts
relied on by the party who has brought the appeal or on the basis of new evidence adduced by that party
(judgment in Case T-308/01 Henkel v OHIM - LHS (UK) (KLEENCARE) [2003] ECR II-0000, paragraph
26).

34. With regard to the reference made by the Office to the ELS judgment, cited above (paragraph 21 et seq.),
it should be noted that it relates, inter alia, to the production of proof of use of the earlier trade mark relied
on in support of the opposition which, in the present case, is not at issue at this stage of the proceedings.

35. The same is true of the reference made to the Chef judgment, cited above. That concerned the failure to
produce, within the period laid down by the Opposition Division, the translation into the language of the
opposition proceedings of the registration certificate for the mark relied on in support of the opposition (see
paragraphs 53 and 57 of that judgment). That is not the situation in the present case.

36. It follows that the argument based on the common usual source of the goods in question is admissible.

37. With regard, on the contrary, to the documents submitted by the applicant in support of that argument and
referred to in paragraph 18 above, it must be found that they were submitted for the first time before the
Court. Moreover, the applicant has not claimed otherwise.

38. Those documents cannot, therefore, be taken into consideration by the Court.

39. With regard to the second argument mentioned in paragraph 30 above, according to which mixtures of the
products in question are offered for sale, it must be stated that it was not put forward by the applicant before
the Office, as can be seen from paragraph 42 of the contested decision, according to which the applicant did
not put forward any argument in that regard. More specifically, although in its pleading of 24 March 2000
submitted to the Opposition Division the applicant referred to the existence of recreational drinks, containing
sparkling wine', that reference concerned the link not between the goods in question but between, on the one
hand, sparkling wines and, on the other, goods referred to in the trade mark application which are no longer
the subject of the present dispute.

40. It follows that the argument based on the fact that mixtures of the goods in question are offered
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for sale cannot be taken into account by the Court.

41. With regard to the third argument mentioned in paragraph 30 above, nor was it put forward by the
applicant before the Office. More particularly, before the Board of Appeal, the applicant merely claimed that
the earlier trade mark had an average level of distinctiveness.

42. Therefore nor can the argument based on the very distinctive character of the earlier trade mark be taken
into consideration by the Court.

Substance

43. It is appropriate to examine first the plea raised by the applicant before examining in due course that
raised by the intervener. If it were to be concluded, contrary to the applicant's claims, that the Board of
Appeal was right to dismiss the appeal brought before it on the ground of the absence of likelihood of
confusion, it would no longer be necessary to examine whether, as the intervener claims, it should have done
so on the ground of absence of proof of genuine use of the earlier trade mark.

44. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
a trade mark is not to be registered if, because of its identity with or similarity to an earlier trade mark and
the identity or similarity of the goods or services covered by the two trade marks, there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is protected.

45. In the present case, the earlier trade mark is registered in Germany. Therefore, when assessing the
conditions referred to in the previous paragraph, account must be taken of the point of view of the German
public. Furthermore, given that the goods in question are for everyday consumption, that public is average
consumers. The average consumer is deemed to be reasonably well-informed and reasonably observant and
circumspect (judgment in Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The
applicant's assertion that, since the goods in question are for everyday consumption, the target public will not
pay any great attention, cannot be accepted, since it is not supported by any precise information corroborating
the validity of that general statement with regard to the goods in question.

46. It is established case-law that the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion. The likelihood of confusion as to the commercial origin of the goods or services must
be assessed globally on the basis of the perception that the relevant public has of the signs and goods or
services in question and taking into account all factors relevant to the circumstances of the case, inter alia of
the interdependence between the similarity between the trade marks and between the goods or services
identified (judgment in Case T-162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO
BEVERLY HILLS) [2003] ECR II-2821, paragraphs 29 to 33, and the case-law cited).

47. According to that case-law, the more distinctive the earlier trade mark, the greater the likelihood of
confusion (see, by analogy, judgments in Case C39/97 Canon [1998] ECR I-5507, paragraph 18, and Lloyd
Schuhfabrik Meyer , cited above, paragraph 19).

48. Furthermore, it is clear from the wording of Article 8(1)(b) of Regulation No 40/94 that a likelihood of
confusion within the meaning of that provision presupposes that the goods or services covered are identical or
similar. Therefore, even where the mark applied for is identical to a mark which is particularly distinctive, it
is still necessary to adduce evidence of similarity between the goods or services covered by the two marks
(see, by analogy, Canon , cited above, paragraph 22).
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The goods in question

49. In assessing the similarity of the goods in question, all the relevant factors relating to the link between
those goods should be taken into account. Those factors include, inter alia, their nature, their intended use,
their method of use and whether they are in competition with each other or are complementary (Canon , cited
above, paragraph 23).

50. Admittedly, sparkling wines, on the one hand, and the drinks covered by the trade mark application, on
the other, have points in common as regards their basic ingredients and are often sold side by side both in
shops and on drinks menus.

51. However, it should be noted, as did the Board of Appeal, that the average German consumer will consider
it normal and, therefore, will expect sparkling wines, on the one hand, and drinks called mineral and aerated
waters and other non-alcoholic drinks; fruit drinks and fruit juices', on the other, to come from different
companies. More particularly, sparkling wines and the abovementioned drinks cannot be regarded as belonging
to the same family of beverages or as items in a general range of drinks likely to have a common commercial
origin.

52. Furthermore, before the Board of Appeal, the applicant cited only one company making both sparkling
wines and drinks covered by the trade mark application (see paragraph 14 of the contested decision). With
regard to the documents which it submitted in that connection to the Court, seeking to show the existence of
German wineries for wine and sparkling wine also producing fruit juices, fruit wines, sparkling fruit wines and
wine-based mixed drinks, it has already been held in paragraphs 37 and 38 above that they cannot be taken
into account by the Court.

53. Moreover, the drinks covered by the trade mark application are admittedly called mineral and aerated
waters and other non-alcoholic drinks; fruit drinks and fruit juices'. The term non-alcoholic' therefore does not
refer to fruit drinks and fruit juices' so that, in theory, those latter products could be considered to include
alcoholic drinks. However, there are grounds for considering that, in practice, the German terms
Fruchtgetränke und Fruchtsäfte' used in the original trade mark application, just like the French terms boissons
de fruits et jus de fruits' and the equivalent terms in other Community languages, are reserved for goods
without alcohol. As a result, the drinks covered by the trade mark application must be considered to include
only non-alcoholic drinks. Furthermore, the finding of the Board of Appeal that sparkling wine falls within the
category of alcoholic drinks, unlike the goods covered by the trade mark application' (paragraph 37 of the
contested decision) was not contested by the applicant.

54. Sparkling wines are alcoholic drinks and, as such, clearly distinct from non-alcoholic drinks such as the
drinks covered by the trade mark application, both in shops and on drinks menus. The average consumer,
deemed to be reasonably well-informed and reasonably observant and circumspect, is used to and aware of
that distinction between alcoholic and non-alcoholic drinks, which is, moreover, necessary, since some
consumers do not wish to or cannot consume alcohol.

55. Furthermore, if the drinks covered by the trade mark application are drunk on special occasions and for
enjoyment, they are also consumed, if not substantially, on other occasions and for relaxation. Thus they are
rather everyday consumer items. Sparkling wines, on the other hand, are drunk almost solely, if not solely, on
special occasions and for enjoyment and much less frequently than the goods covered by the trade mark
application. They are in a much higher price bracket than are the drinks covered by the trade mark
application.

56. Finally, sparkling wines are no more than an atypical replacement for the drinks covered by the trade
mark application. The goods in question cannot therefore be considered to be in competition with each other.
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57. The fact referred to by the applicant that the goods in question may be consumed one after the other or
even mixed is not such as to alter the findings set out in the preceding paragraphs. It is true of many drinks
which are not, however, similar (for example rum and cola).

58. The same is true of the fact referred to by the applicant that the advertising for the goods in question
always shows a person who enjoys a moment of happiness whilst drinking the beverage concerned, inasmuch
as that fact applies to almost all drinks, even the most varied.

59. In view of the above, it must be concluded that the goods in question are more dissimilar than they are
similar. However, the differences between them are not sufficient of themselves to exclude the possibility of a
likelihood of confusion, in particular where the mark applied for is identical to an earlier mark which is
particularly distinctive (see paragraph 48 above).

The signs in question

60. It is clear from paragraph 48 of the contested decision that the Board of Appeal based its comparison of
the signs in question, as regards the earlier trade mark, on the form reproduced in paragraph 7 above, on the
ground that that form does not differ from the registered form of the earlier trade mark, that is to say that
shown in paragraph 4 above, such that its distinctiveness would be thereby reduced.

61. It is not necessary to decide whether, in so doing, the Board of Appeal made a mistake. The differences
between the two forms referred to in the previous paragraph are not such as to alter the result of the
comparison between the signs in question or, therefore, that of the assessment of the likelihood of confusion,
as will be shown below.

62. It is settled case-law that the global assessment of the likelihood of confusion, as far as concerns the
visual, aural or conceptual similarity of the conflicting signs, must be based on the overall impression given
by the signs, bearing in mind, inter alia, their distinctive and dominant components (see the judgment in Case
T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-0000,
paragraph 47, and case-law cited).

63. At the visual and aural levels it should be noted that, in the two forms of the earlier trade mark referred
to in paragraph 60 above, the verbal component linderhof' is predominant. The verbal component consisting of
the expression vita somnium breve' occupies a subsidiary position in that it is written in considerably smaller
characters than those used for the word linderhof'. That verbal component is therefore secondary to the
dominant verbal component linderhof' (see, to that effect, the judgment in Case T104/01 Oberhauser v OHIM
- Petit Liberto (Fifties) [2002] ECR II4359, paragraph 36). With regard to the components trocken' and sekt',
the average German consumer will immediately understand that they serve only to indicate that it is a dry
wine and a sparkling wine respectively. To that extent, those components are also secondary to the component
linderhof'. Finally, the figurative components of the two forms of the earlier trade mark referred to in
paragraph 60 above are merely decorative. Nor are they, therefore, such as to weaken the predominance of the
component linderhof'.

64. Since the component linderhof' is predominant in the earlier trade mark, it must be considered similar to
the mark applied for at the visual and aural levels. The visual and aural differences between the terms
linderhof' and lindenhof' are not likely immediately to be noticed by the average German consumer.

65. At the conceptual level, it should be noted that, in paragraph 52 of the contested decision, the Board of
Appeal observed that the term linderhof' refers to the castle of Linderhof' of King Ludwig II of Bavaria,
whilst the term lindenhof' means courtyard of lime trees'.

66. In that regard, even though a certain conceptual dissimilarity can in fact be observed, it
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is doubtful whether the average German consumer would notice it. Moreover, the average consumer in
Germany cannot be expected to know of the castle of Linderhof'. A consumer who does not know of that
castle will be more likely to find a conceptual similarity between the terms lindenhof' and linderhof' to the
extent that, in both cases, he will think of a courtyard' or estate'.

67. In those circumstances, the inevitable conclusion is that there is a conceptual similarity between the signs.

68. It follows that the signs must be considered to be similar.

The likelihood of confusion

69. In paragraph 55 of the contested decision, the Board of Appeal concluded that, although it had found that
there was great aural similarity between the signs in question, given the normal distinctiveness of the earlier
trade mark and the clear distance between the goods in question, there is no significant likelihood of
confusion on the part of the target public in Germany, particularly because it is not the marginal fraction of
the hurried and superficial public which is relied on in the present case, but the average, reasonably
well-informed and reasonably observant and circumspect consumer.

70. That conclusion is not vitiated by error.

71. The Court considers that the dissimilarities between the goods in question, noted in paragraphs 51 to 56
above, are greater than the similarities between the signs in question, so that the average German consumer
will not believe that those goods, bearing those signs, have the same commercial origin. Furthermore, as
follows from paragraph 42 above, the earlier trade mark cannot be considered to be very distinctive in
character.

72. It follows that, by rejecting the appeal against the decision of the Opposition Division on the ground of
absence of likelihood of confusion, the Board of Appeal did not infringe Article 8(1)(b) of Regulation No
40/94.

73. The sole plea in law advanced by the applicant cannot therefore be accepted.

74. The action must therefore be dismissed without there being any necessity to consider the plea in law put
forward by the intervener.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)November 2003. Oriental Kitchen
SARL v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).

Community trade mark - Opposition proceedings - Application for the Community word mark KIAP
MOU - Earlier national word marks MOU - Refusal to register. Case T-286/02.

In Case T-286/02,

Oriental Kitchen SARL, established in Choisy-le-Roi (France), represented by J.-J. Sebag, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by B. Lory,
O. Waelbroeck and O. Montalto, acting as Agents,

defendant,

the intervener before the Court being

Mou Dybfrost A/S, established in Esbjerg N (Denmark), represented by T. Steffensen, lawyer,

ACTION against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 28 June 2002 (Case R 114/2001-4) in respect of the opposition of the
proprietor of the national trade marks MOU to registration of the sign KIAP MOU as a Community trade
mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 23 September 2003,

gives the following

Judgment

Costs

47 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the costs incurred by the Office and the intervener,
in accordance with the forms of order sought by them.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber),

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Background to the dispute

1 On 29 September 1998, the applicant filed at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (`the Office'), pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on
the Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for registration of a Community
trade mark.

2 The mark whose registration was applied for is the sign KIAP MOU.

3 The goods in relation to which registration was sought come within Classes 29 and 30 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions
for each of those classes:

- Class 29: `Meat, fish, poultry and game; meat extracts; preserved, dried and cooked fruits and vegetables;
jellies, jams; eggs, milk and other milk products; edible oils and fats; preserves of meat, fish, poultry and
game; pickles, dried sausages; prepared or cooked dishes based on vegetables; prepared or cooked dishes
based on meat; prepared or cooked dishes based on fish';

- Class 30: `Prepared or cooked dishes based on pastry, pasta or rice'.

4 On 4 October 1999, that application was published in Community Trade Marks Bulletin No 78/99.

5 On 4 January 2000, Mou Dybfrost A/S (`the intervener') filed, pursuant to Article 42 of Regulation No
40/94, a notice of opposition to registration of the mark applied for, in respect of all the goods referred to in
the trade mark application. The ground relied upon in support of the opposition is the likelihood of confusion
referred to in Article 8(1)(b) of Regulation No 40/94. The opposition was based on the existence of various
earlier national trade marks of which the intervener is the proprietor, in particular:

- the word mark MOU, registered in the United Kingdom on 18 August 1995 under No 1524701 in relation
to the goods `Meat, fish, poultry and game; meat extracts; preserved, dried and cooked fruits and vegetables;
meat, fish, fruit and vegetable jellies; jams; egg products; milk products; yoghurt and milk powder; edible oils
and fats; tinned meat and fish; soups, bouillon, soups with meat, stews; meatballs, marrow balls and vegetable
balls; prepared meals consisting wholly or substantially of meat, fish, poultry, game, vegetables and/or fruit;
sausage and sausage products; hamburgers', which are all included in Class 29;

- the word mark MOU, registered in the United Kingdom on 18 August 1995 under No 1524702 in relation
to the goods `Sago; flour and preparations made of cereals for consumption; bread, pastry and confectionery,
ices, salt, mustard, vinegar; spices; ice; flour dumplings; toasts; prepared meals consisting wholly or
substantially of noodles, rice, corn, flour and/or cereal preparations; sauces and salad dressings; hamburgers in
a bun', which are all included in Class 30.

6 By decision of 11 December 2000 (`the decision of the Opposition Division'), the Opposition Division of
the Office, on the basis of those two earlier marks registered in the United Kingdom, found that the marks at
issue were similar and that the goods in question were identical or similar and that there was therefore a
likelihood of confusion between them. That division thus upheld the opposition and refused to register the
mark applied for in respect of those goods.

7 On 26 January 2001, the applicant filed notice of appeal at the Office, pursuant to Article 59 of Regulation
No 40/94, against the decision of the Opposition Division.

8 That appeal was rejected by decision of the Fourth Board of Appeal of the Office of 28 June 2002 (Case R
114/2001-4, `the contested decision'), notified to the applicant on 5 August 2002. In substance, the Board of
Appeal found that there was a likelihood of confusion between the earlier
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marks and the mark applied for, because of the identity of the goods in question and the visual and phonetic
similarities between the signs in dispute and because the average United Kingdom consumer did not have any
particular knowledge of the Laotian language and was therefore able to see the word `mou' only as an
invented word.

Procedure and forms of order sought

9 By application lodged at the Court Registry on 23 September 2002, the applicant brought the present action.
The Office lodged its response on 3 March 2003 and the intervener lodged its response on 4 March 2003.

10 The hearing took place on 23 September 2003 in the absence of the applicant, which was neither
represented nor excused.

11 The applicant claims that the Court should:

- annul the contested decision;

- alter the decision of the Opposition Division;

- reject the intervener's opposition;

- approve the application for registration of the trade mark KIAP MOU;

- order the intervener to pay the costs.

12 The Office contends that the Court should:

- reject as inadmissible the applicant's claims that the decision of the Opposition Division should be altered,
the opposition should be rejected and the disputed trade mark application should be approved;

- as to the remainder, dismiss the application as unfounded:

- order the applicant to pay the costs. 13 The intervener contends that the Court should:

- confirm the contested decision;

- order the applicant to pay the costs.

The application to annul the contested decision

14 The applicant puts forward, in substance, a single plea in law, based on infringement of Article 8(1)(b) of
Regulation No 40/94.

Arguments of the parties

15 The applicant states that the food products, made up essentially of pork meat products, which it
manufactures and distributes are intended exclusively for a clientele of Indochinese origin (Vietnamese,
Laotian, Thai and Chinese). Those products include fried pork rind, a typical speciality of Indochina, which
the applicant markets under the fanciful trade mark KIAP MOU.

16 According to an expert's report annexed to the application, in Laotian and Thai the substantive `mou'
means `pork', whilst the adjectival expression `kiap' means crispy or crunchy, so that the composite `kiap mou'
can be translated as `crispy fried pork rind' or even `crispy pork'.

17 The applicant infers that, for the clientele concerned, namely the communities of Indochinese origin living
in Western Europe, the sign MOU is purely descriptive of a product which constitutes an essential ingredient
of their diet. It claims that such a sign is not capable of protection under trade mark law.

18 By contrast, according to the applicant, the addition of the word `kiap' confers on the sign
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KIAP MOU sufficient originality to make it registrable as a Community trade mark.

19 The applicant adds that the sign KIAP MOU is sufficiently distinctive from the sign MOU to enable the
goods in question to be differentiated.

20 As a consequence, the applicant submits that the contested decision should be annulled and the trade mark
application in question approved.

21 The Office and the intervener contend, in substance, that the Board of Appeal rightly decided, in correct
application of the relevant Community legislation and case-law, that there exists a likelihood of confusion
between the marks at issue, within the meaning of Article 8(1)(b) of Regulation No 40/94, and that the
application must therefore be dismissed.

Findings of the Court

22 According to Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected. The likelihood of confusion includes the likelihood of association with the earlier trade mark.
Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, `earlier trade marks' means trade marks registered
in a Member State with a date of application for registration which is earlier than the date of application for
registration of the Community trade mark.

23 It is apparent from the case-law of the Court of Justice on interpretation of Articles 4(1)(b) and 5(1)(b) of
First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1), the prescriptive content of which is essentially identical to that
of Article 8(1)(b) of Regulation No 40/94, that the likelihood of confusion consists in the risk that the public
might believe that the goods or services in question come from the same undertaking or, as the case may be,
from economically-linked undertakings (Case C-39/97 Canon [1998] ECR I-5507, paragraph 29, and Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 17).

24 According to the same case-law, the likelihood of confusion on the part of the public must be appreciated
globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95 SABEL
[1997] ECR I-6191, paragraph 22; Canon, cited in paragraph 23 above, paragraph 16; Lloyd Schuhfabrik
Meyer, cited in paragraph 23 above, paragraph 18, and Case C-425/98 Marca Mode [2000] ECR I-4861,
paragraph 40).

25 That global assessment implies some interdependence between the relevant factors, and in particular
between similarity between the trade marks and similarity between the goods or services identified.
Accordingly, a lesser degree of similarity between these goods or services may be offset by a greater degree
of similarity between the marks, and vice versa (Canon, cited in paragraph 23 above, paragraph 17; Lloyd
Schuhfabrik Meyer, cited in paragraph 23 above, paragraph 19, and Marca Mode, cited in paragraph 24 above,
paragraph 40). The interdependence of these factors is expressed in the seventh recital in the preamble to
Regulation No 40/94, according to which an interpretation should be given of the concept of similarity in
relation to the likelihood of confusion, the appreciation of which depends, in particular, on the recognition of
the trade mark on the market and the degree of similarity between the trade mark and the sign and between
the goods or services identified.

26 In addition, the perception of marks in the mind of the average consumer of the category of goods or
services in question plays a decisive role in the global appreciation of the likelihood of confusion. The
average consumer normally perceives a mark as a whole and does not proceed to
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analyse its various details (SABEL, cited in paragraph 24 above, paragraph 23, and Lloyd Schuhfabrik Meyer,
cited in paragraph 23 above, paragraph 25). For the purposes of that global appreciation, the average consumer
of the goods concerned is deemed to be reasonably well informed and reasonably observant and circumspect.
Moreover, account should be taken of the fact that the average consumer only rarely has the chance to make a
direct comparison between the different marks but must place his trust in the imperfect picture of them that he
has kept in his mind. It should also be borne in mind that the average consumer's level of attention is likely
to vary according to the category of goods or services in question (Lloyd Schuhfabrik Meyer, cited in
paragraph 23 above, paragraph 26).

27 In the present case, the two earlier marks are registered in the United Kingdom, which therefore constitutes
the relevant territory for the purposes of applying Article 8(1)(b) of Regulation No 40/94.

28 Furthermore, both the goods covered by the earlier marks and the goods covered by the trade mark
application are everyday food products falling within Classes 29 and 30.

29 In that regard, it is not necessary to take account of the applicant's assertion that it intends to use the mark
applied for only in relation to some of the goods referred to in the trade mark application and, more
particularly, for fried pork rind.

30 It should indeed be noted that, for the purposes of applying Article 8(1)(b) of Regulation No 40/94, the
likelihood of confusion must be assessed in relation to all the goods specified in the trade mark application. In
order to be taken into consideration, a restriction of the list of goods or services specified in a Community
trade mark application must be made in accordance with certain detailed rules, on application for amendment
of the application filed, in accordance with Article 44 of Regulation No 40/94 and Rule 13 of Commission
Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1)
(see, to that effect, Case T-194/01 Unilever v OHIM (Ovoid tablet) [2003] ECR II-0000, paragraph 13).
However, those rules have not been complied with in the present case, since the applicant has not submitted
an application for amendment of the application pursuant to those provisions.

31 Nor need account be taken of the applicant's assertion that the goods referred to in the trade mark
application are intended exclusively for a clientele of Chinese or Indochinese (Vietnamese, Laotian, Thai)
origin living in Western Europe.

32 First, the Office has rightly pointed out that there is nothing in the wording of the contested application for
registration to suggest that the goods in question are intended exclusively for such a clientele. The general
terms used by the applicant suggest instead that those goods are intended for the usual, average clientele of
the food products also covered by the earlier marks. Without being contradicted on that point by the applicant,
the Office states that those goods are distributed through the same channels and sold at the same points of
sale to the same type of purchasers.

33 Second, the Office has also rightly submitted that, without further specification in the wording of the
contested application, the mere fact that the word `mou' means something in an Indochinese language or that
the expression `kiap mou' refers, in that same language, to a characteristic of the goods is not sufficient to
establish and define a particular category of consumers targeted by the contested trade mark application.

34 In any event, that assertion of the applicant does not seem to be relevant for the purposes of applying
Article 8(1)(b) of Regulation No 40/94 since, as the Office and the intervener have pointed out, following the
Board of Appeal, the way in which the goods are described in the trade mark application does not preclude
the later use of the mark in question for a broader market, namely the market targeted by the earlier marks.
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35 Accordingly, account must be taken, for the purposes of the global assessment of the likelihood of
confusion, of the point of view of the relevant public made up of the end users of everyday food products in
the United Kingdom.

36 In the light of the foregoing considerations, it is necessary to review the comparison made by the Board of
Appeal of, first, the goods concerned and, second, the signs in dispute.

37 In the first place, the goods in question, as referred to in the trade mark application on the one hand and
by the earlier trade marks on the other, are indisputably identical or, at the very least, similar. As the Office
has stated, these are food products falling within Classes 29 and 30 which are presented in general terms
mainly using the chapter headings of the Nice Classification. Furthermore, the applicant does not dispute that
identity or similarity as such. As to the applicant's arguments to the effect, first, that use of the mark applied
for will be restricted to only some of the goods referred to in the trade mark application and, second, that
those goods are intended exclusively for an Indochinese clientele, they have already been rejected above.

38 In the second place, as regards the signs at issue, it should be pointed out, in general terms, that two
marks are similar when, from the point of view of the relevant public, they are at least partially identical as
regards one or more relevant aspects (Case T-6/01 Matratzen Concord v OHIM - Hukla Germany
(MATRATZEN) [2002] ECR II-4335, paragraph 30). As the case-law of the Court of Justice indicates, the
visual, aural and conceptual aspects are relevant. Furthermore, assessment of the similarity between two marks
must be based on the overall impression created by them, bearing in mind, in particular, their distinctive and
dominant components (SABEL, cited in paragraph 24 above, paragraph 23, and Lloyd Schuhfabrik Meyer,
cited in paragraph 23 above, paragraph 25).

39 In that regard, the Court finds that it is necessary to make an initial analysis based on the premiss that,
where one of the two words which alone constitute a word mark is identical, both visually and aurally, to the
single word which constitutes an earlier word mark, and where those words, taken together or in isolation,
have no conceptual meaning for the public concerned, the marks at issue, each considered as a whole, are
normally to be regarded as similar within the meaning of Article 8(1)(b) of Regulation No 40/94.

40 In the present case, both visually and aurally, `mou' is both the single word constituting the earlier word
marks and the second of the two words (the first being `kiap') constituting the word mark applied for.

41 Moreover, conceptually, as was found above, the relevant public is made up of end users of everyday food
products in the United Kingdom. Such a public is in the very great majority anglophone. The words `mou',
`kiap' and `kiap mou' have no meaning in English and they bear no resemblance to the English words which
have a meaning equivalent to that of these words in Laotian or Thai. Moreover, there is nothing in the case
file or the applicant's arguments to suggest that a significant proportion of that public has a sufficient
knowledge of the Laotian or Thai languages to understand the meaning of the words in question in those
languages.

42 It also follows from those considerations that, from the point of view of the relevant public, and contrary
to the applicant's submission, `mou' is not descriptive of the goods covered by the earlier mark. It will be
viewed by that public as a term which is invented and inherently distinctive.

43 As the same is true of the word `kiap', the Court finds, as did the Office, that those two words have an
equal power of attraction for the relevant public and that, coupled together in the expression `kiap mou', they
will be viewed by that public as equally dominant, without the word `mou' losing its distinctiveness.

44 In those circumstances, the Board of Appeal was entitled to conclude that the signs constituting
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the word marks in issue, each considered as a whole bearing in mind, in particular, their distinctive and
dominant components, are similar.

45 In the light of the foregoing, the relevant public is likely to think that the food products bearing the word
mark KIAP MOU may come from the undertaking which is proprietor of the earlier word marks MOU. As a
consequence, the degree of similarity between the marks at issue is sufficient for it to be considered that there
exists a likelihood of confusion between them. Accordingly, the single plea in law based on infringement of
Article 8(1)(b) of Regulation No 40/94 must be rejected.

46 The application must therefore be dismissed and it is not necessary to rule on the admissibility of the
applicant's claims that the decision of the Opposition Division should be altered, the opposition should be
rejected and the disputed trade mark application should be approved.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2004. Norma Lebensmittelfilialbetrieb

GmbH &amp; Co. KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Word mark "Mehr für Ihr Geld' - Absolute grounds for refusal -

Distinctive character - Article 7(1)(b) of Regulation (EC) No 40/94. Case T-281/02.

In Case T-281/02,

Norma Lebensmittelfilialbetrieb GmbH &amp; Co. KG, established in Nuremberg (Germany), represented by
S. Rojahn and S. Freytag, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen, acting as Agent,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) of 3 July 2002 (Case R 239/2002-3), concerning the
registration of the word mark Mehr für Ihr Geld' as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Court Registry on

18 September 2002,

having regard to the response lodged at the Court Registry on

16 December 2002,

further to the hearing on

3 March 2004,

gives the following

Judgment

Costs

39. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, and the Office has applied for costs, the applicant must be ordered to pay the
costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Background to the dispute

1. On 19 May 2000 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark in respect of which registration was sought is the sign Mehr für Ihr Geld'.

3. The goods and services in respect of which registration of the trade mark was sought were in Classes 3,
29, 30 and 35 of the Nice Agreement concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the
following descriptions for each class:

- Class 3: Bleaching preparations and other substances for laundry use; cleaning, polishing, scouring and
abrasive preparations; soaps; perfumery, essential oils, cosmetics, toilet preparations (included in Class 3); hair
lotions, hair care preparations; deodorising preparations for personal use; dentifrices';

- Class 29: Meat, sausage, fish (including processed shellfish, crustaceans and molluscs), poultry and game;
meat, sausage, poultry, game and fish products; meat extracts; fruit, vegetables, herbs and potatoes in
preserved, dried, cooked, frozen or processed form, including peanut kernels, nuts, almonds and cashew nut
kernels, including being snacks; potato products, namely French fries, potato croquettes, potato fritters, potato
rissoles, fried potatoes; meat, sausage, fish, fruit and vegetable jellies; marmalades and jams; eggs; milk, in
particular buttermilk, sour milk, curds, milk preserves and condensed milk; butter, clarified butter, cheese, in
particular quark, cheese preserves, kefir, cream, yoghurt (including yoghurt with added fruit), powdered milk
for food; desserts, mainly of milk, yoghurt, quark, gelatine, starch and/or cream; non-alcoholic milk and mixed
milk beverages; edible oils and fats, including margarine and lard; spreads of edible fats and edible fat
mixtures; cooking oils, cooking fats, separating oils and separating fats for cooking; meat, sausage, fish, fruit
and vegetable preserves; delicatessen salads as well as frozen food, mixed, semi-prepared (including with
fillings) and prepared meals, including preserved meals, mainly consisting of meat, sausage, fish, poultry,
game, prepared fruits and vegetables, pulses, cheese, eggs, potatoes, pasta, rice, maize, farinaceous foods
and/or potato products (including potato flour), including the aforesaid goods with added spices and sauces
(including salad dressings) and/or combined with bread or bread rolls (for example hamburgers or
sandwiches); pies, namely meat pies, pies mainly filled with meat, fish, fruit or vegetables and empty pie
cases; mixed pickles; bouillon extracts, meat stock cubes and other meat stock preparations, in particular meat
stock cubes, vegetable stock cubes; instant soups, soup concentrates and soup seasonings in liquid,
concentrated and dried form, stock paste preparations, vegetable extracts being additives for foodstuffs and
meat';

- Class 30: Coffee, tea, cocoa, sugar (including vanillin and vanilla sugar and glucose for food), rice, tapioca,
sago, artificial coffee, coffee and tea extracts; cocoa powder; non-alcoholic coffee, tea, cocoa and
chocolate-based beverages including instant drinks; blancmanges, blancmange powders and blancmange
desserts; flour and preparations made from cereals (except animal feed); popcorn, corn flakes for food; cereals
for human consumption, in particular oat flakes or other cereal flakes, in particular being breakfast foodstuffs,
including the aforesaid goods mixed with dried fruits (including nuts), sugar and/or honey; potato flour,
semolina; pasta, prepared pasta meals and pasta preserves; bread, cookies, cakes and other pastries; sweet
and/or savoury snacks mainly consisting of cereals, cocoa, cake, chocolate, sugar, honey, dried fruit, nuts,
potato products (including potato flour), peanut kernels, almonds, cashew nut kernels and/or pastries; long life
cakes and pastries (including with sweet or spicy fillings), in particular crispbread, gingerbread and biscuits;
pizzas, including preserved pizzas; chocolate; confectionery, in particular chocolate products and pralines,
including confectionery with a filling of fruit, coffee, non-alcoholic drinks, wine and/or
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spirits, and of milk or milk products, in particular yoghurt; ices and powder for ices; confectionery, in
particular sweetmeats (candy) and chewing gum, not for medical purposes; marzipan; honey, invert sugar
cream, fruit syrup, treacle; spreadable cocoa substances, spreads, mainly consisting of sugar, cocoa, nougat,
milk and/or fats; yeast, baking powder, essences for baking (except essential oils); salt for food, mustard,
pepper, vinegar, sauces (including salad dressings), powdered sauces and sauce extracts (including the
aforesaid goods for salad dressings), salad dressings; mayonnaise; ketchup, spices and condiments; ice';

- Class 35: Marketing, sales promotion, sales and purchasing consultancy, market research and market analysis;
business, organisation, personnel and professional business consultancy; advertising; advertising documents;
consultancy on interior decoration of business premises and shops for advertising purposes, shop window
dressing; providing of information and know-how in the commercial and professional business sector, in
particular in the retail food sector; accountancy, negotiating and concluding commercial transactions, arranging
contracts for the buying and selling of goods; distribution of goods for advertising purposes'.

4. By decision of 18 January 2002, the examiner refused the trade mark application on the ground that the
mark applied for was descriptive and not distinctive within the meaning of Article 7(1)(b) and (c) of
Regulation No 40/94.

5. On 15 March 2002 the applicant filed at the Office notice of appeal against the examiner's decision, under
Article 59 of Regulation No 40/94.

6. By decision of 3 July 2002 (the contested decision'), the Third Board of Appeal annulled the examiner's
decision in so far as it refused the trade mark application in respect of the services in Class 35. The Board of
Appeal dismissed the remainder of the appeal.

7. As regards the goods in Classes 3, 29 and 30, the Board of Appeal held, in essence, that the mark applied
for, first, consisted exclusively of descriptive indications and, second, was devoid of any distinctive character.

Forms of order sought by the parties

8. The applicant claims that the Court should:

- annul the contested decision in so far as it upholds the refusal of the registration application in respect of
Classes 3, 29 and 30;

- order the Office to pay the costs.

9. The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

10. The applicant advances two pleas in law alleging, respectively, infringement of Article 7(1)(c) of
Regulation No 40/94 and infringement of Article 7(1)(b) of that regulation. It is appropriate to consider the
second plea first.

Arguments of the parties

11. The applicant submits that the trade mark applied for, Mehr für Ihr Geld', possesses the minimum of
distinctiveness required for the purposes of Article 7(1)(b) of Regulation No 40/94.

12. The consumer regards the sign Mehr für Ihr Geld' as a whole and as an indication of the particular
undertaking which is the origin of the goods and services to which it applies. It is precisely
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because that sign takes the form of a direct statement meaning if you buy this from us, you will get more for
your money!', that the average consumer sees it as an indication not so much as to a product's quality as to
the advantages of making his purchases from the user of that slogan.

13. Furthermore, according to the applicant, since the mark applied for, Mehr für Ihr Geld', is short and
striking, the consumer is curious to find out what more' it involves, so that the slogan sticks in his memory
and acts as an indication of origin. The slogan makes use, in an original way, of the ambivalence between the
word mehr' (more'), which is uncertain, and whose meaning therefore remains obscure, and the words Ihr
Geld' (your money'), which, for the consumer, is more understandable and has a more personal meaning.

14. The fact that the slogan in question consists of common understandable elements which have already been
used on numerous occasions in trade is irrelevant to the assessment of the distinctiveness of the mark applied
for, since trade mark law does not protect the separate elements of trade marks and a trade mark must always
be considered as a whole. In the applicant's submission the fact that some of the words in the slogan Mehr
für Ihr Geld' are occasionally used descriptively in advertisements of the goods and services covered does not
justify the refusal of the trade mark application on the basis of lack of distinctive character. In the actual
combination of those words which are directly addressed to the consumer courted by the advertising the sign
is understood, in the same way as a house mark, as an indication of the commercial origin of the goods and
not only as an indication of a particular quality of those goods.

15. The applicant adds that, because the mark applied for is short, striking and ambivalent, the consumer will
find in it, not that this is necessary to overcome the ground for refusal, a conceptual whole which provokes an
effect of surprise and, therefore, of identification. The interpretation of the element mehr' (more'), which
arouses curiosity, together with the indication Ihr Geld' (your money') produces an effect of astonishment and
strangeness for the consumer in the context of a slogan communicating a positive advertising statement, with
the result that the mark applied for must, as a whole, be regarded as distinctive within the meaning of the
case-law (Case T138/00 Erpo Möbelwerk v OHIM (DAS PRINZIP DER BEQUEMLICHKEIT) [2001] ECR
II3739).

16. According to the applicant, it is because of the mark's short and striking character, of its formulation,
which constitutes a direct and personal appeal, and of its vague meaning that the mark applied for will be
perceived as a house mark and that it will enable the consumer to discern the extra value of the product
purchased in the applicant's shops. The applicant contests the examiner's assertion that the mark applied for
does not involve any element of imagination. That assessment does not permit the conclusion that it lacks
distinctive character.

17. In addition, the applicant points out that all the examples of the use of the sign in question or of its
elements, relied upon by the examiner, reveal descriptive use of elements of the mark applied for or of
variations of it. However, undertakings competing with the applicant would be free to use the mark
descriptively even after registration.

18. Furthermore, the applicant cites a decision of the Bundesgerichtshof (Federal Court of Justice), Partner
with the best (Markenrecht 2000, pp. 50 and 51), according to which the repeated presence of various words
from an advertising slogan or a similar advertising slogan, for example on internet pages, cannot lead to a
contrary assessment since, as a matter of principle, the mark applied for must be assessed as a whole and,
consequently, searching for documents in which the various words appear in descriptive indications cannot
give rise to any conclusion as to the frequency of that mark's use. The same goes for a Community trade
mark.

19. As a result, the mark applied for, Mehr für Ihr Geld', cannot be regarded, in respect of Classes 3, 29 and
30, as a sign devoid of any distinctive character.
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20. The Office maintains that the Board of Appeal was justified in finding that the mark applied for was not
distinctive in respect of the goods it designates with regard to the relevant public.

21. The Office points out that any trade mark for which registration is sought must not only possess a
distinctive character, but also be suited to performing a function as an indication of origin. The Office states
that it has always considered that the fact that a trade mark is an advertising slogan does not prevent it from
being accorded protection as such, just as it does not justify the application of stricter assessment criteria to
the examination of the absolute grounds for refusal (see, to that effect, Case C517/99 Merz &amp; Krell
[2001] ECR I6959, paragraph 40, and Case T130/01 Sykes Enterprises v OHIM (REAL PEOPLE, REAL
SOLUTIONS) [2002] ECR II5179, paragraph 19). That approach does not mean, however, that the effect of
the mark applied for on the consumer concerned must be ignored. On the contrary, according to the Office,
that effect must be taken into account since it is a matter of establishing whether the mark whose registration
is sought, on the assumption that it is actually used, will or will not be perceived by the public concerned as
an indication of origin.

22. The Office disputes the applicant's assertion that the mark applied for, Mehr für Ihr Geld' (More for your
money'), can perform a role as an indication of origin. According to the Office, that mark is simple, banal and
directly accessible. The tenor of its message coincides exactly with the information which the consumer can
draw from it, namely that the customer will be able to obtain more' in exchange for his money. The mark
applied for therefore merely draws attention to a particularly advantageous offer.

Findings of the Court

23. According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character' are not to be registered. In addition, Article 7(2) of Regulation No 40/94 states that [p]aragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community'.

24. The signs devoid of any distinctive character referred to in Article 7(1)(b) of Regulation No 40/94 are
signs which are regarded as incapable of performing the essential function of a trade mark, namely that of
identifying the origin of the goods or services, thus enabling the consumer who acquired them to repeat the
experience, if it proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a
subsequent acquisition (Case T-79/00 Rewe-Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 26). Such
is the case for inter alia signs which are commonly used in connection with the marketing of the goods or
services concerned (Case T122/01 Best Buy Concepts v OHIM (BEST BUY) [2003] ECR II-0000, paragraph
20).

25. However, registration of a trade mark which consists of signs or indications that are also used as
advertising slogans, indications of quality or incitements to purchase the goods or services covered by that
mark is not excluded as such by virtue of such use (see, by analogy, Merz &amp; Krell , cited above,
paragraph 40). A sign which fulfils functions other than that of a trade mark in the traditional sense of the
term is only distinctive for the purposes of Article 7(1)(b) of Regulation No 40/94 however if it may be
perceived immediately as an indication of the commercial origin of the goods or services in question, so as to
enable the relevant public to distinguish, without any possibility of confusion, the goods or services of the
owner of the mark from those of a different commercial origin (BEST BUY, cited above, paragraph 21).

26. A sign's distinctiveness can be assessed only, firstly, by reference to the goods or services in respect of
which registration is sought and, secondly, on the basis of the perception of that sign by the relevant public
(BEST BUY , paragraph 22).

27. In the present case it must be stated, first of all, that the goods designated by the mark
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applied for are cleaning and cosmetic materials and foods for everyday consumption by consumers as a whole.
Consequently, the target public is deemed to be the average consumer who is reasonably well-informed and
reasonably observant and circumspect. In addition, under Article 7(2) of Regulation No 40/94, the target
public by reference to which the absolute ground for refusal must be assessed is Germanspeaking, since the
sign in question is composed of elements of the German language (see, to that effect, Case T-219/00 Ellos v
OHIM (ELLOS) [2002] ECR II-753, paragraphs 30 and 31, and Case T-295/01 Nordmilch v OHIM
(OLDENBURGER) [2003] ECR II0000, paragraph 35).

28. As regards, next, the distinctive character of the mark applied for, the Board of Appeal held, at paragraph
36 of the contested decision, that the slogan claimed was devoid of the minimum distinctive character
required, since it would be understood by the commercial circles concerned as a mere indication of the
particular quality of the goods offered and not as a mark indicating the undertaking from which they come.
That is because, as a common and customary slogan devoid of distinctive additional elements, that sign has no
distinctive character.

29. It must be stated that the Board of Appeal correctly analysed the mark applied for. That mark will be
perceived immediately by the target public as a mere promotional formula or a slogan which indicates that the
goods in question offer consumers an advantage in terms of quantity and/or quality as against competing
goods (see, to that effect, BEST BUY , paragraph 29). In that regard, the element Mehr' (more') is laudatory
for the sake of advertising, the purpose being to highlight the positive qualities of the goods or services for
the presentation of which that element is used (see, to that effect, Joined Cases T-79/01 and T86/01 Bosch v
OHIM (Kit Pro and Kit Super Pro) [2002] ECR II4881, paragraph 26).

30. Furthermore, the applicant itself stated that the mark applied for gives the consumer the general idea that,
if he buys the goods designated by that mark, he gets more for his money'.

31. In that regard, the applicant's argument that the consumer is told nothing about the content or nature of
the goods offered under that mark is irrelevant, because he does not know to what the word more' relates. For
a finding that there is no distinctive character, it is sufficient to note that the semantic content of the word
mark in question indicates to the consumer a characteristic of the product relating to its market value which,
whilst not specific, comes from promotional or advertising information which the relevant public will perceive
first and foremost as such, rather than as an indication of the commercial origin of the goods (see, to that
effect, REAL PEOPLE, REAL SOLUTIONS , paragraphs 29 and 30). In addition, the mere fact that the word
mark Mehr für Ihr Geld' does not convey any information about the nature of the goods concerned is not
sufficient to make that sign distinctive (see, to that effect, BEST BUY , paragraph 30).

32. Furthermore, there is nothing about the mark applied for, Mehr für Ihr Geld', that might, beyond its
obvious promotional meaning, enable the relevant public to memorise it easily and instantly as a distinctive
trade mark for the goods designated. Even if the mark applied for were used alone, without any other sign or
trade mark, the relevant public could not, in the absence of prior knowledge, perceive it otherwise than in its
promotional sense (REAL PEOPLE, REAL SOLUTIONS , paragraph 28).

33. As regards the argument based by the applicant on the judgment in DAS PRINZIP DER
BEQUEMLICHKEIT , cited above, that a mark such as that applied for must be regarded as distinctive, it is
sufficient to state that, under the case-law subsequent to that judgment, the trade marks covered by Article
7(1)(b) of Regulation No 40/94 are not only those which are commonly used in trade for the presentation of
the goods or services concerned, but also those which are merely capable of such use (see, to that effect, Kit
Pro and Kit Super Pro , cited above, paragraph 19, and the case-law there cited). In finding essentially that,
with its few pithy words, combined very simply' the mark applied for indicates to consumers that the goods
concerned offer an advantage in terms of quantity and/or quality,
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the Board of Appeal, in paragraph 31 of the contested decision, showed sufficiently in law that such mark is
capable of being commonly used in trade for the presentation of the goods concerned.

34. In those circumstances, it must be held that the trade mark applied for will be perceived first and foremost
by the relevant public as a promotional slogan, because of its meaning, rather than as a trade mark, and that it
is therefore devoid of any distinctive character.

35. As to the registration of the slogan Partner with the best' in Germany, cited by the applicant, it must be
borne in mind that it is settled case-law, first, that the Community trade mark system is autonomous and,
second, that the legality of decisions of the Boards of Appeal is to be assessed purely by reference to
Regulation No 40/94, and not the Office's practice in earlier decisions (judgments in Cases T-122/99 Procter
&amp; Gamble v OHIM (soap bar shape) [2000] ECR II-265, paragraphs 60 and 61; T-32/00 Messe München
v OHIM (electronica) [2000] ECR II-3829, paragraphs 46 and 47; T-106/00 Streamserve v OHIM
(STREAMSERVE) [2002] ECR II-723, paragraph 66, and REAL PEOPLE, REAL SOLUTIONS , paragraph
31). Accordingly, the Office is bound neither by national registrations nor by its own previous decisions.

36. Consequently, the applicant's second plea in law must be rejected.

37. As is apparent from Article 7(1) of Regulation No 40/94, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal listed should apply (Case
C104/00 P DKV v OHIM [2002] ECR I7561, paragraph 29; Case T331/99 Mitsubishi HiTec Paper Bielefeld v
OHIM (Giroform) [2001] ECR II433, paragraph 30, and Case T348/02 Quick v OHIM (Quick) [2003] ECR
II0000, paragraph 37). In those circumstances, it is unnecessary to consider the plea in law alleging
infringement of Article 7(1)(c) of Regulation No 40/94.

38. Accordingly, the application must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. Krüger GmbH &amp; Co. KG
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Opposition proceedings - Application for Community word mark CALPICO - Earlier
national mark CALYPSO - Article 8(1)(b) of Regulation (EC) No 40/94 - Right to be heard. Case

T-273/02.

In Case T-273/02,

Krüger GmbH &amp; Co. KG, established in Bergisch Gladbach (Germany), represented by S. von
Petersdorff-Campen, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

Calpis Co. Ltd, established in Tokyo (Japan), represented by O. Jüngst and M. Schork, lawyers,

ACTION brought against the decision of the First Board of Appeal of OHIM of 25 June 2002 (Case R
484/2000-1), concerning opposition proceedings between Calpis Co. Ltd and Krüger GmbH &amp; Co. KG,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Mengozzi and I. Wiszniewska-Biaecka, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 6 September 2002,

having regard to the response lodged at the Registry of the Court of First Instance on 18 December 2002,

having regard to the response of the intervener lodged at the Registry of the Court of First Instance on 27
December 2002,

further to the hearing on 17 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute
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1. On 1 April 1996 The Calpis Food Industry Co. Ltd, now Calpis Co. Ltd (the intervener') filed an
application for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM'), pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the word sign CALPICO.

3. The goods in respect of which registration was sought are in Classes 29, 30 and 32 within the meaning of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for Class 32, to the
following description: mineral and aerated waters and other non-alcoholic drinks, in particular physiologically
functional drinks; fruit drinks and fruit juices as well as beverages with a fruit juice base; syrups and other
preparations for making beverages'.

4. On 28 September 1998 the trade mark application was published in Community Trade Marks Bulletin No
74/98.

5. On 11 November 1998 Krüger GmbH &amp; Co. KG (the applicant') brought an opposition against
registration of the CALPICO sign, pleading likelihood of confusion, within the meaning of Article 8(1)(b) of
Regulation No 40/94, with the earlier national word mark CALYPSO, registered in Germany, of which it is
the holder. The goods in respect of which the earlier mark was registered are in Class 32 within the meaning
of the Nice Agreement and correspond to the following description: fruit powders and non-alcoholic fruit
preparations for making non-alcoholic beverages (all the aforesaid goods also in instant form)'.

6. By decision of 13 March 2000, the Opposition Division rejected the opposition on the ground that the two
conflicting marks had sufficient differences on the visual, aural and conceptual levels to rule out any
likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No 40/94.

7. On 5 May 2000 the applicant brought an appeal before OHIM against the decision of the Opposition
Division.

8. By decision of 25 June 2002 (the contested decision'), the First Board of Appeal of OHIM dismissed the
appeal. The Board of Appeal considered, essentially, that although the goods in question are in part identical
(preparations for beverages) and in part highly similar (other goods), the visual, aural and conceptual
differences between the conflicting signs did not support the conclusion that there was a likelihood of
confusion.

Forms of order sought

9. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

10. OHIM contends that the Court should:

- dismiss the action;

- order the defendant to pay the costs.

Law

11. In support of its action, the applicant puts forward two pleas. The first plea relates to infringement of
Article 8(1)(b) of Regulation No 40/94. The second plea relates to infringement of the right to be heard,
referred to in Article 61(2) of Regulation No 40/94, read in conjunction with the
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first sentence of Rule 20(2) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Council Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1), and Article 6(1) of
the European Convention for Protection of Human Rights and Fundamental Freedoms.

The first plea: infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

12. The applicant considers, first, that by analysing the similarities between the conflicting signs on the visual,
aural and conceptual levels at the same time, the Board of Appeal carried out a cumulative analysis of the
likelihood of confusion which is manifestly incorrect. According to the applicant, where one of those
similarities, for example a visual similarity, is found and that similarity is of decisive importance, examination
of the conceptual similarity between the conflicting signs is not required, even if no aural similarity was
found. However, by carrying out a cumulative examination, the Board of Appeal failed to have regard to the
case-law of the Court cited in Case C-251/95 SABEL [1997] ECR I-6191 and in Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 27.

13. The applicant asserts, secondly, that the Board of Appeal did not assess the facts correctly and that it was
not in a position to conclude that there was no similarity between the conflicting signs.

14. It maintains, first, that the Board of Appeal wrongly considered that, on account of the extensive choice in
the fruit juices and beverages sector, the level of attention of the average consumer was not to be regarded as
low. The applicant does not dispute that there is extensive choice in the fruit juices and beverages sector, but
takes the view that the reasoning of the Board of Appeal is contradictory. If, as the latter noted, it were a
question in this case of goods which are purchased quickly, the level of attention of consumers cannot be
high. Moreover, the extensive choice favours the likelihood of confusion between brands. In addition, the
Board of Appeal itself noted that the price of the goods was low. In the applicant's opinion, the average
consumer pays less attention to goods which are cheap than to those which are more expensive.

15. Next, the applicant submits that there is a visual similarity between the CALYPSO and CALPICO signs.
Both are made up of seven letters and include the letter p' in the middle of the word. Moreover, the letters
common to the two signs (cal' and o') are at the beginning and the end of the sign. The applicant maintains
that it is the elements at the beginning and end of a word sign which are the decisive ones in the visual
impression made by it. The Board of Appeal's statement that there are visual differences between the two
series of letters pic' and yps' is therefore irrelevant, since they are in the middle of the word. The applicant
also states that the signs in question are first perceived visually, and are only perceived aurally by consumers
if they examine them more closely. As their level of attention is low, the signs are most often perceived only
visually. For that reason greatest importance should be attached to the visual similarity.

16. According to the applicant, the likelihood of confusion arising from the visual similarity is reinforced by
the aural similarity between the signs. They both have the series of vowels a-i-o', the letter y' in the
CALYPSO sign being pronounced like an i'. The vowel series is thus the decisive factor in the aural
perception of the words in question. In addition, the applicant submits that, as the CALPICO sign is regarded
in Germany as a foreign word, a large number of consumers pronounce it as if it were an Italian or Spanish
word, namely kalpitscho' or kalpizo'. For German consumers there is therefore uncertainty as to the
pronunciation of the word sign CALPICO, which prompts consumers to pronounce it in the same way as the
CALYPSO sign which they have already heard. The Board of Appeal's assertion that the letter c' in
CALPICO is pronounced k', because in German c' is always pronounced in that way when it comes before an
o', is therefore irrelevant
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because CALPICO is not a German word.

17. Further, the applicant believes that the absence of conceptual similarity between the two signs does not
support the conclusion that there is no likelihood of confusion. To the extent that the word calypso' has
several meanings in German - it denotes a rhythmic dance originating from the Antilles, a nymph in Greek
mythology or a moon of the planet Saturn - and that the word calpico' has none, consumers may, on account
of the visual and aural similarities between the two signs, attribute to the word calpico' the meanings of the
word calypso'. In addition, the Board of Appeal did not show why, among the different meanings of the word
calypso', consumers associate it with the Caribbean, the South and swaying rhythms.

18. Finally, the applicant claims that the Board of Appeal did not take account of the interdependence
between the similarity of the signs and that of the goods in the assessment of likelihood of confusion. Having
found a similarity between the goods, the Board of Appeal should have concluded that there was a likelihood
of confusion by relying on the visual and aural similarities between the signs.

19. Thirdly, the applicant maintains that the decision which is challenged is contrary to OHIM's practice in
previous decisions, in particular to the decisions of 28 February 2002 in Robert Krups/Lidl Stiftung (Case R
488/2000-4), 3 April 2001 in Almirall Prodesfarma/Mundipharma (Case R 622/1999-3) and 12 February 2001
in Karlsberg Brauerei/Mystery Drinks (Case R 251/2000-3).

20. OHIM counters by saying, first, that the Board of Appeal did not state that, to find that there is a
likelihood of confusion, there must be simultaneous visual, aural and conceptual similarity.

21. Secondly, OHIM maintains that the Board of Appeal correctly assessed the facts and rightly concluded
that there was no likelihood of confusion.

22. First of all, OHIM submits that, even in respect of the purchase of staple goods, it is necessary to start
from the assumption of an average level of attention on the part of the consumer, not a low level. The
applicant should therefore have shown that, in this instance, that was not the case for fruit juices. The simple
assertion that practical experience supports that cannot be regarded as sufficient proof. In fact in OHIM's
opinion, German consumers are very sensitive to brands of fruit juices. The considerable success of certain
brands on the German market and the frequent advertising campaigns broadcast on radio and television
indicate, according to OHIM, that consumers pay, at the very least, average attention to the brand when they
choose such a beverage.

23. Next, OHIM believes that the two signs can clearly be distinguished on the conceptual, aural and visual
levels, which precludes the existence of a likelihood of confusion between the marks.

24. The intervener states, first, that it does not see any cumulative approach in the contested decision.
According to the intervener, the applicant confused two examinations. The first examination is the assessment
of the similarity between the signs. It follows from the judgments in SABEL and Lloyd Schuhfabrik Meyer ,
cited above, that the degree of visual, aural or conceptual similarity must be examined in order to determine
the similarity between the conflicting signs. The second examination is the assessment of the likelihood of
confusion. It suffices for there to be similarity on only one of the three levels to prove likelihood of
confusion. According to the intervener, if the Board of Appeal finds, at the stage of examining the similarity
between the signs, that the signs can be distinguished from one another, it does not have to ask itself whether
only one of those three similarities may give rise to a likelihood of confusion. In the intervener's view, that
was what the Board of Appeal did in the present case.

25. Moreover, the intervener rejects the applicant's argument that aural similarity should be accorded less
importance than visual similarity between the signs on the ground that the word marks are perceived
principally through their written form. According to the intervener, the aural impression made
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by marks is fundamental. They are heard in the media well before they are read.

26. Secondly, the intervener maintains that the Board of Appeal was justified in concluding that there was no
likelihood of confusion.

27. In that regard, it believes, first, that in the present case the level of attention of the average consumer is
not low. The Board of Appeal's statement that consumers, because they are accustomed to having a large
choice of fruit juices, accord importance to packaging and brands, is consistent with the case-law of the Court
which requires that account be taken of the fact that the average consumer's level of attention is likely to vary
according to the category of goods or services in question' (Lloyd Schuhfabrik Meyer , cited above, paragraph
26). It is therefore necessary to categorise the attention of consumers on a product-by-product basis, even if
the products are staple products, instead of laying down the principle that the average consumer's level of
attention is low for all staple products, whatever they are. Since the beverages in question are manufactured
by many undertakings, consumers examine them relatively closely. The conclusion reached by the Board of
Appeal regarding consumers' level of attention is therefore not opposed' to the Opposition Division's, the latter
simply assessing the facts differently from the former.

28. Next, as regards comparison of the signs, the intervener essentially shares the position expressed by
OHIM.

29. Finally, in respect of the applicant's argument that the Board of Appeal did not, in the assessment of
likelihood of confusion, take account of the interdependence between the similarity of the marks and that of
the goods, the intervener considers likewise that that argument is not valid.

Findings of the Court

30. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the two marks there exists a
likelihood of confusion on the part of the public in the terr itory in which the earlier trade mark is protected.

31. It is settled case-law that the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion.

32. According to the same line of case-law, the likelihood of confusion must be assessed globally, according
to the perception of the signs and of the goods and services in question in the mind of the relevant public,
taking into account all factors relevant to the circumstances of the case, in particular interdependence between
the similarity of the signs and the similarity of the goods or services designated (see Case T-162/01
Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-2821,
paragraphs 31 to 33, and the case-law cited).

33. It is also clear from case-law that the global assessment of the likelihood of confusion, as far as concerns
the visual, aural or conceptual similarity of the conflicting signs, must be based on the overall impression
given by them, bearing in mind, inter alia, their distinctive and dominant components (see Case T-292/01
Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-4335, paragraph
47, and the case-law cited).

34. In this case, the action concerns the comparison of signs. The characteristics of the goods designated by
the conflicting marks, which are partly identical and partly similar, are not in dispute.

35. As the earlier mark is registered in Germany, the relevant public is the average German consumer.

36. It should first be noted that, contrary to the applicant's claims, the existence of a likelihood

© An extract from a JUSTIS database



62002A0273 European Court reports 2005 Page 00000 6

of confusion cannot be found without carrying out a preparatory examination of the similarity of the signs on
the visual, aural and conceptual levels. The applicant's argument that a likelihood of confusion can be found
when similarity between the signs has been shown on one of the three abovementioned levels is contrary to
the Community case-law, cited in paragraph 33 above, to the effect that the global assessment of the
likelihood of confusion, as far as concerns the visual, aural or conceptual similarity of the conflicting signs,
must be based on the overall impression created by them, bearing in mind, inter alia, their distinctive and
dominant components. It is in the context of that global comparison that the differences and the similarities
between the signs must, if necessary, be weighed up.

37. In those circumstances, it is necessary to determine whether the Board of Appeal has infringed Article
8(1)(b) of Regulation No 40/94 in finding that there is no visual, aural or conceptual similarity between the
signs in question, making it possible to preclude, in the presence of identical or highly similar goods, any
likelihood of confusion between the conflicting marks.

38. As to the visual comparison between the signs in question, the Board of Appeal stated in paragraph 20 of
the contested decision:

Both marks contain seven letters of which the first three (CAL) and the last (O) are identical. The same letter
(P) appears in central position in both marks. However, the two marks produce an overall visual impression
which is clearly different. The series of letters PIC in the mark applied for can clearly be distinguished from
the series of letters YPS of the opponent's mark.'

39. That assessment cannot be invalidated. In general, in respect of word marks which are relatively short,
such as those in this case, the central elements are as important as the elements at the beginning and end of
the sign (see, to that effect, Case T-117/02 Grupo El Prado Cervera v OHIM¡ -Héritiers Debuschewitz
(CHUFAFIT) [2004] ECR II-0000, paragraph 48). The conflicting signs do have differences on the visual
level, owing to the series of letters pic' in the Community mark applied for and yps' in the earlier national
mark, which do not support a finding of visual similarity between the conflicting signs.

40. Regarding the aural comparison, the Board of Appeal stated, in paragraph 21 of the contested decision:

Unlike the opponent, the Board of Appeal does not see any ground for inferring that in Germany the mark
applied for is pronounced KALPITZO or KALPISO. In German, when the letter C comes before an O, it is
always pronounced like a K as in the words Collage, Computer, Container, Coburg or Coca-Cola«. It is
therefore a hard consonant. In linguistic terms, the mark applied for can be subdivided into three syllables:
CAL-PI-CO (pronounced KAL-PI-KO), the main stress falling on the first syllable. While the opponent's mark
also contains three syllables in linguistic terms, namely CA-LY-PSO (pronounced KA-LU-PSO), here it is the
second syllable which has the main stress. In conclusion, the two conflicting marks are clearly different on the
aural level.'

41. That assessment must be upheld. The conflicting signs have two syllables which are clearly different on
the aural level, the main stress in the two signs does not fall on the same syllable and the letter y' is not
pronounced in German in the same way as the letter i'. Moreover, as to the applicant's argument that German
consumers pronounce the word sign CALPICO kalpitscho' or kalpizo', as it is pronounced in Italian or
Spanish, it should be noted that, even if the relevant public had sufficient knowledge of Italian and Spanish,
CALPICO is not pronounced kalpitscho' or kalpizo' in either Italian or Spanish. Further, even assuming that,
as the applicant submits, German consumers, recognising the sign CALPICO as a foreign word, adopt an
unorthodox and unpredictable pronunciation corresponding to that which they assume is correct in Italian or
Spanish, those consumers will not be prompted to pronounce that word in a similar way to the CALYPSO
word sign, the pronunciation
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of which is settled in the German language. That difference helps to preclude any aural similarity between the
two signs.

42. In respect of the conceptual comparison carried out by the Board of Appeal, the latter noted, in paragraph
22 of the contested decision, that the word calpico' is a purely fanciful word having no semantic content',
whereas the word calypso' calls to mind either the Caribbean, the South and rhythmic swaying', or the nymph
in Greek mythology with whom Ulysses finds shelter after he has been shipwrecked. In those circumstances, it
concluded that the conflicting signs have no conceptual similarity'.

43. It suffices to state that, for the relevant public, the word calypso' effectively has, at the very least, the two
meanings called to mind by the Board of Appeal, whereas it is undisputed that the word calpico' has none.
From a conceptual point of view, the relevant public will therefore clearly be able to distinguish the two
conflicting signs, regardless of which exact meaning, of the two mentioned by the Board of Appeal, it
attributes to the word calypso'. Further, even if the relevant public associates the word calypso' with one of
the satellites of the planet Saturn, as the applicant claims, that would not give rise to any conceptual similarity
with the word calpico'.

44. The Board of Appeal therefore legitimately concluded that there was no visual, aural or conceptual
similarity between the conflicting signs.

45. In those circumstances, despite the fact that the goods designated by the conflicting marks are partly
identical and partly highly similar, the visual difference and the clear aural and conceptual differences between
the conflicting marks make it possible to preclude any likelihood of confusion between those marks on the
part of the relevant public.

46. That conclusion is not affected by the applicant's other arguments.

47. As regards the applicant's contention that the overall impression of the conflicting marks is dominated by
the visual impression, it suffices to point out that, even if it is valid, it does not prove that there is a
likelihood of confusion between the conflicting marks in the absence of visual similarity between the signs.

48. The applicant's argument regarding OHIM's practice in previous decisions should also be rejected, since it
is settled case-law that the legality of decisions of the Boards of Appeal is to be assessed purely by reference
to Regulation No 40/94, and not to such practice in previous decisions (Case T-130/01 Sykes Enterprises v
OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002] ECR II-5179, paragraph 31, and Case T-129/01
Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II2251, paragraph 61).

49. Moreover, as regards the Board of Appeal's decision in Karlsberg Brauerei v Mystery Drinks , cited in
paragraph 19 above, specifically discussed between the applicant and the intervener, and which was the subject
of an appeal before the Court (Case T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY)
[2003] ECR II-43), the applicant has not shown that there is a situation which is comparable to that case
since, in this case, the conflicting signs have clear aural differences, while in the case giving rise to the
MYSTERY judgment it was held that the signs in question were phonetically similar.

50. Finally, the applicant complains that the Board of Appeal took into account, for the purposes of the
assessment of likelihood of confusion between the conflicting marks, the not insignificant level of attention of
the relevant public, unlike the analysis carried out by the Opposition Division which considered that the
relevant public bought the goods designated by the conflicting marks fairly carelessly.

51. In that respect, it should be stated that, in its decision dismissing the opposition on the
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ground that there was no likelihood of confusion, the Opposition Division stated:

Although identical goods are at issue in this case, the differences between the signs which are compared
suffice to distinguish [the marks] with enough certainty. Admittedly, strict criteria should be applied in this
case as regards the difference which must exist between the marks, in particular because the goods compared
are staple goods which, as experience shows, are bought fairly carelessly and without particular attention being
paid to the names of the goods.'

52. As for the Board of Appeal, it should be noted that in paragraph 23 of the contested decision it stated:

The goods covered by each of the marks are everyday goods that consumers generally buy as they go past in
supermarkets and shops selling beverages. The price of those articles is such that they may be described as
low-cost articles. However, given the extensive choice in the fruit juices and beverages sector, the average
customer's attention should not be regarded as insignificant. Accustomed to an extensive choice of fruit juices
and goods of that kind, such as powders presented in similar packaging, consumers will pay attention to the
packaging of each or will examine the marks more closely before making a purchase.'

53. Given that the goods designated by the conflicting marks are staple goods, both the Opposition Division
and the Board of Appeal considered that the level of attention of the relevant public was not high. It is true
that paragraph 23 of the contested decision differs from the Opposition Division's decision as regards
assessment of the exact degree of attention which the relevant public may pay to the conflicting marks, on
account of the effect of extensive choice on attention in the fruit juices and beverages sector. However, while
the Board of Appeal took the view that extensive choice in the fruit juices and beverages sector may lead the
relevant public to pay particular attention to the conflicting marks, it none the less did not consider that that
attention was high.

54. In any event, the difference in the assessments in the decisions of the two bodies of OHIM does not
imply any consequence as regards the absence of similarity between the conflicting signs and the absence of
likelihood of confusion between the marks which were found by those bodies. Having regard to the visual,
aural and conceptual differences between the conflicting signs noted in paragraphs 38 to 43 above, the average
German consumer will not attribute the same commercial origin to the goods designated by the conflicting
marks even if he pays no particular attention to those marks.

55. In those circumstances, the Board of Appeal correctly considered that there was no likelihood of confusion
between the conflicting marks within the meaning of Article 8(1)(b) of Regulation No 40/94.

56. The first plea must therefore be rejected.

The second plea: infringement of the right to be heard referred to in Article 61(2) of Regulation No 40/94,
read in conjunction with the first sentence of Rule 20(2) of Regulation No 2868/95 and Article 6(1) of the
European Convention for Protection of Human Rights and Fundamental Freedoms

Arguments of the parties

57. The applicant maintains that, according to the Board of Appeal, the average consumer's level of attention
is not low because of the variety and extensiveness of the choice in the fruit juices and beverages sector.
However, the Board of Appeal did not invite the applicant to submit its observations on the Board's
assessment of the average consumer's level of attention, which constitutes an infringement of its right to be
heard within the meaning of Article 61(2) of Regulation No 40/94, read in conjunction with the first sentence
of Rule 20(2) of Regulation No 2868/95 and Article 6(1) of the European Convention for Protection of
Human Rights and Fundamental Freedoms.

58. OHIM contends that both the Opposition Division and the applicant had already expressed their
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view on the issue of the consumer's level of attention before that issue was examined by the Board of Appeal.
The contested decision could therefore depart from the arguments that the parties had put forward to it
without any requirement to inform them of that beforehand. OHIM contends that the plea regarding
infringement of the right to be heard is therefore unfounded.

59. The intervener considers that the applicant refers to the second sentence of Article 73 of Regulation No
40/94, which requires OHIM to inform the parties if it intends to base its decision on reasons of fact or of
law on which they have not taken a view. According to the intervener, the issue of the consumer's level of
attention falls within the scope of the assessment of the facts. While the Board of Appeal and the Opposition
Division assess the facts in a slightly different manner, the facts are not new. In the intervener's view, those
facts were set out exhaustively both in the Opposition Division's decision and in the contested decision. In
those circumstances, the intervener is of the view that a new assessment of facts which are already known is
not an infringement of the right to be heard. Moreover, the intervener submits that the applicant knew that the
assessment of the likelihood of confusion was carried out in terms of the attention of the consumer. The
applicant therefore had the opportunity to develop that argument, which it did not do.

Findings of the Court

60. Under Article 61(2) of Regulation No 40/94, [i]n the examination of the appeal, the Board of Appeal shall
invite the parties, as often as necessary, to file observations, within a period to be fixed by the Board of
Appeal, on communications from the other parties or issued by itself.' Furthermore, the first sentence of Rule
20(2) of Regulation No 2868/95 provides that, where the notice of opposition does not contain particulars of
the facts, evidence and arguments as referred to in Rule 16(1) and (2) of that regulation, OHIM is to call
upon the opposing party to submit such particulars within a period specified by OHIM.

61. In respect of the applicant's contention regarding the infringement of those two provisions by the Board of
Appeal, it suffices to state that, first, the applicant has not shown that it was not invited to submit its
observations on a communication' issued by the Board of Appeal or on a communication' from the intervener
within the meaning of Article 61(2) of Regulation No 40/94, and secondly, it is not apparent from any
document in the file that the notice of opposition did not contain the particulars referred to in the first
sentence of Rule 20(2) of Regulation No 2868/95. The applicant's complaint regarding infringement of those
provisions must therefore be rejected.

62. As for the infringement regarding Article 6(1) of the European Convention for Protection of Human
Rights and Fundamental Freedoms, the Court has precluded the possibility of relying on a right to a fair
hearing' before the Boards of Appeal of OHIM, since proceedings before the Boards of Appeal are
administrative and not judicial in nature (see, to that effect, Case T-63/01 Procter &amp; Gamble v OHIM
(Soap bar shape) [2002] ECR II-5255, paragraphs 22 and 23).

63. None the less, as the intervener correctly considers, by its second plea regarding infringement of the right
to be heard, the applicant in fact refers to the alleged disregard by the Board of Appeal of the second
sentence of Article 73 of Regulation No 40/94, under which [decisions of the Office] shall be based only on
reasons or evidence on which the parties concerned have had an opportunity to present their comments', which
is the expression, in Regulation No 40/94, of the general principle of respect of the rights of the defence.

64. In this case, the applicant complains that the Board of Appeal failed to have regard to its right to be
heard, inasmuch as the latter did not invite it to submit its observations on the not insignificant' attention of
the relevant public which the Board proposed to find in the contested decision. On the other hand, it is not
disputed that the applicant is not complaining that the Board of Appeal did not invite it to submit its
observations on the existence of extensive choice
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in the fruit juices and beverages sector, a fact which is, moreover, also not disputed, on which the level of
attention of the relevant public found by the Board of Appeal is based.

65. Although the right to be heard, as laid down by the second sentence of Article 73 of Regulation No
40/94, covers all the factual and legal evidence which forms the basis for the act of making the decision, it
does not apply to the final position which the administration intends to adopt (see, to that effect, Joined Cases
T129/95, T-2/96 and T-97/96 Neue Maxhütte Stahlwerke and Lech-Stahlwerke v Commission [1999] ECR
II-17, paragraph 231, and Case T-16/02 Audi v OHIM (TDI) [2003] ECR II-0000, paragraphs 71 and 75).

66. Accordingly, since the factual assessment in question falls within the final position of the Board of
Appeal, the latter was not required to hear the applicant concerning it.

67. It should be added that, as the examination of the first plea shows, the difference in the assessments of
the two bodies of OHIM on the exact degree of attention of the relevant public does not imply any
consequence as regards the absence of similarity between the signs in question and of likelihood of confusion
between the conflicting marks which t hose bodies found.

68. It follows that, even if the Board of Appeal had been guilty of an infringement of the applicant's right to
be heard, such an infringement could not have affected the legality of the contested decision.

69. Consequently, the second plea must be rejected and the action dismissed in its entirety.

Costs

70. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the unsuccessful party's pleadings.

71. Since OHIM and the intervener have applied for costs and the applicant has been unsuccessful, the latter
must be ordered to pay the costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. MLP Finanzdienstleistungen

AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Word mark "bestpartner' - Absolute grounds for refusing registration - Article 7(1)(b) and

(c) of Regulation (EC) No 40/94 - Mark devoid of distinctive character - Descriptive mark. Case
T-270/02.

In Case T-270/02,

MLP Finanzdienstleistungen AG, established in Heidelberg (Germany), represented by W. Göpfert, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 26 June 2002 (Case R
206/2002-3) refusing to register the word mark bestpartner',

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on

28 August 2002,

having regard to the response lodged at the Registry of the Court of First Instance on

19 December 2002,

having regard to the measures of organisation of procedure of 16 December 2003,

further to the hearing on

3 February 2004,

gives the following

Judgment

Facts

1. On 20 June 2001, the applicant lodged an application for registration of a Community trade mark with the
Office for H armonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark in respect of which registration was sought was the word mark bestpartner '.

3. The services in respect of which the mark was sought come within classes 36, 38 and 42 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, after correction, to the
following description:
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- Note : Voir le site de l'Office des marques (www. oami.eu.int), via la fonction de recherche CTM-ONLINE.
La description s'y trouve dans toutes les langues (nouvelles l. ?) : {" assurances, notamment conseils // ... //
de la classe 36 }

Insurance, insurance consultancy, insurance brokerage; financial services, financial consultancy, consultancy in
matters relating to savings and investment, investment consultancy; financial analysis, asset management, in
particular investment funds; capital investments; financial management for others; consultancy in the
purchasing of real estate, real estate investment planning for others', coming within class 36;

- Note : Idem, v. annotation antérieure. : {services Internet, à savoir // ... // de la classe 38 }

Internet services, namely providing, processing and presenting of information via the medium of the internet' ,
coming within class 38;

- Note : Idem, v. annotation antérieure : {traitement de données pour // ... // de la classe 42 }

Data processing for others; development, creation, improvement and upgrading of programs for word
processing and data processing and for process control; technical and applications consultancy relating to
computers and data processing programs; services of an internet service provider, namely computer
programming for solving sectoral problems on the internet, website creation and design, installation and
maintenance of access to the internet and dial-in nodes for the internet', coming within class 42.

4. By decision of 2 January 2002, the examiner refused the application under Article 38 of Regulation No
40/94 , relying on A rticle 7 (1)(b) and (c) and (2) of the regulation, on the ground that the mark applied for
was a customary expression and would be perceived as a descriptive advertising slogan devoid of any
distinctive character, at least in English-speaking parts of the European Union. On 27 February 2002 , the
applicant filed at OHIM a notice of appeal against the examiner's decision, under Article 59 of Regulation No
40/94 .

5. By decision of 26 June 2002 (the contested decision'), the Third Board of Appeal dismissed the appeal on
the grounds that the mark applied for is, first, devoid of any distinctive character and, second, composed
exclusively of descriptive elements.

Forms of order sought

6. The applicant claims that the Court should:

- a nnul the contested decision ;

- Note : Voir point 13 de l'ARR T-128/01 : {}

order OHIM to pay the costs.

7. OHIM contends that the Court should:

- dismiss the action ;

- order the applicant to pay the costs.

Law

Arguments of the parties

8. The applicant relies, first, on infringement of Article 7(1)(b) of Regulation No 40/94 , stating that the
Board of Appeal failed to recognise the distinctive character of the mark applied for
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and, second, infringement of Article 7(1)(c) of the regulation because the Board of Appeal misapplied the
criterion relating to the need for availability.

9. The applicant states that the terms best' and partner' may both be understood in different ways. A fortiori,
the term bestpartner' resulting from the combination of those terms has no fixed meaning and allows the
intended public, composed of average consumers but ones who are particularly well informed and reasonably
attentive in the sensitive field of insurance and financial services, to distinguish the services it offers. The
applicant stresses that the term bestpartner' is a n e ologism which is not found in dictionaries as a single
term and should be examined separately from its constituent parts.

10. According to the applicant , it follows from those circumstances that the sign in respect of which it has
applied for registration as a mark for financial, insurance and internet data processing services is not descripti
ve of those services. There is therefore no need for availability which would preclude registration. The
applicant refers to Case T-135/99

Taurus-Film v OHIM (Cine Action ) [ 2001 ] ECR II-379, p aragraph 29 , and states that a sign does not
have a distinctive character if the relationship between that sign and those services is too vague and
indeterminate. Only statements which are purely descriptive, in a clear and unequivocal manner, must remain
available in accordance with Article 7(1)(c) of Regulation No 40/94. In the present case, the sign bestpartner
' should be viewed as an advertising slogan.

11. As to the results of an i nternet search referred to in paragraph 4 of the contested decision , the applicant
states that the fact that the expression in question is widely used in business is not a good enough reason to
refuse registration as a trade mark pursuant to Article 7(1)(c) of Regulation No 40/94. The applicant refers to
ex a mples of use of the sign in question as domain names on the Internet and concludes that the use made
of the sign in business shows that it is appropriate for designating that services come from a given
undertaking .

12. In addition, it follows from the same circumstances that the sign bestpartner ' is not devoid of the
minimum degree of distinctive character required by the case-law (Case T-34/00

Eurocool Logistik v OHIM (EUROCOOL ) [ 2002 ] ECR II-683, p aragraph 39 ) . The applicant states that
the absence of distinctive character cannot arise merely from the finding that the sign in question lacks an
additional element of imagination or does not look unusual or striking (Case T-87/00

Bank für Arbeit und Wirtschaft v OHIM (EASYBANK ) [ 2001 ] ECR II-1259, p aragraph 39 ).

13. Moreover, the fact that similar marks have been registered with OHIM , in particular the marks
bestpartner classic ' and bestpartner topinvest ' , as well as in Member States of the Community, should be
viewed as an indication that the sign applied for is also capable of being registered as a trade mark.

14. Lastly, the applicant refers to the arguments it put forward before OHIM and states that they form an
integral part of its action.

15. OHIM challenges all the pleas and arguments put forward by the applicant . Accordingly, the Board of
Appeal was right to refuse the mark applied for by the applicant , in particular because it is devoid of the
required minimum degree of distinctive character.

Findings of the Court

16. Réf. vide Celex Arrêt T-305/94

The Court notes, as a preliminary point, that the applicant concludes its application by asking
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that its submissions before OHIM be considered as forming an integral part of the pleas and arguments in the
present case in order to avoid useless repetition'. It is settled case-law that, under Article 44(1) of the Rules of
Procedure of the Court of First Instance , which is applicable in intellectual property matters by virtue of A
rticle 130 (1) and Article 132 (1) of those rules, although specific points in the body of the application can be
supported and completed by references to specific passages in the documents attached, a general reference to
other documents cannot compensate for the lack of essential information in the application itself which, under
the aforementioned provisions, must be contained in the application itself (Joined Cases T-305/94

to T-307/94

, T-313/94

to T-316/94

, T-318/94

, T-325/94

, T-328/94

, T-329/94

and T-335/94

LVM v Commission [1999] ECR II-931, p aragraph 39). Accordingly, the application, in so far as it refers to
documents filed by the applicant before OHIM , is inadmissible because the general reference contained
therein is not linked to a plea developed in the application.

17. Réf. vide Celex Règlement 40/94 Voir article 7, paragraphe 1, sous b)

On the substance, it must be remembered, first of all, that under Article 7(1)(b) of Regulation No 40/94,
trade marks which are devoid of any distinctive character' are to be refused registration.

18. Réf. vide Celex Règlement 40/94 Voir article 7, paragraphe 2

In addition, A rticle 7 (2) of Regulation No 40/94 states that Paragraph 1 shall apply notwithstanding that the
grounds of non-registrability obtain in only part of the Community'.

19. A sign's distinctiveness can be assessed only by reference first to the goods and services in respect of
which registration is sought and secondly to the understanding which the relevant public has of that sign (see,
for example, Case T-355/00 DaimlerChrysler v OHIM (TELE AID ) [2002] ECR II-1939, paragraph 51).Celex
Arrêt T-355/00 point motif 51

20. In addition, account must be taken not only of the explicit and immediate meaning of the terms used to
form a composite sign, but also of the connotations they are likely to evoke.

21. I n the present case, the parties focused in their arguments on the fact that the two terms best' and
partner ' are English terms, but it is also true that they exist, possibly with minor variations, in other
languages of the Community, including Dutch and German. In any event, since registration may be refused
once there are grounds for refusal in part of the Community, it is clear that, if it were to be established that
there is a ground for refusal in an English-speaking part of the Community, the existence of such a ground in
other parts of the Community would not affect the outcome of the present case. Thus, the relevant public for
the purposes of this case is the English-speaking public.

22. In addition, the relevant public is made up of particularly well-informed and reasonably attentive
consumers, having regard to the specialised nature of the services connected with the trade mark application .
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23. The sign in this case is composed solely of the terms best' and partner', both of which form part of inter
alia the English language. The term best' evokes the notion of quality and thus suggests to the relevant public
that the product or service is of the highest quality. The word partner' is used in various contexts, including
the supply of services, to describe relationships of association or partnership by suggesting positive
connotations of reliability and continuity. The Board of Appeal states correctly in paragraph 24 of the
contested decision that, in modern advertising usage, the word is used to describe the supplier-customer
relationship, with the former being viewed as the business partner' of the latter.

24. It is thus clear that the terms best' and partner' are generic words which simply denote the quality of
services supplied by an undertaking to its clients (see, to that effect, Case T-19/99

DKV v OHIM (COMPANYLINE ) [ 2000 ] ECR II1, p aragraph 26, upheld by the Court of Justice on
appeal in Case C-104/00

P DKV v OHIM [ 2002 ] ECR I7561, p aragraphs 13 to 25 ).

25. Réf. vide Celex Arrêt T-323/00 point motif 40 Voir premier paragraphe

Accordingly, the terms, taken individually, are descriptive of the relevant services. Terms which are descriptive
of goods or services are also devoid of any distinctive character in relation to those goods or services (Case
T-323/00

SAT.1 v OHIM (SAT.2 ) [ 2002 ] ECR II2839, p aragraph 40 , appeal pending) . It would be different only
if the term resulting from their being coupled together meant something other than the meaning denoted by
the two terms placed side by side.

26. Coupling the two terms together without any graphic or semantic modification does not imbue them with
any additional characteristic such as to render the sign, taken as a whole, capable for the relevant public of
distinguishing the applicant's services from those of other undertakings (see, to that effect, COMPANYLINE ,
cited in paragraph 24 above, paragraph 26). It is evident from the term bestpartner' that the meaning of the
two terms comprising it is best partner', in the same way as the terms simply placed side by side. The fact
that the term as such does not appear in dictionaries whether as one word or otherwise does not in any way
alter that finding.Celex Arrêt T-19/99 point motif 26

27. Consequently, the term bestpartner ' is devoid of the minimum degree of distinctive character required by
the case-law (see, for example, EUROCOOL , cited in paragraph 1 2 above , p aragraph 39), and the Board
of Appeal was thus right to find that the ground for refusal in Article 7(1)(b) of Regulation No 40/94
precluded registration of the mark applied for in the present case.

28. As is clear from Article 7(1) of Regulation No 40/94, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal applies (COMPANYLINE ,
cited in paragraph 24 above, paragraph 30). Consequently, it follows from the foregoing that this action must
be dismissed without its being necessary to consider the applicant's argument concerning Article 7(1)(c) of
Regulation No 40/94.Celex Arrêt T-19/99 point motif 30

Costs

29. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since OHIM has applied for costs and the
applicant has been unsuccessful, the applicant must be ordered to pay all the costs. Celex Arrêt T-355/02
point motif 59

On those grounds,
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THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Fifth Chamber)
First Instance (Fifth Chamber)First Instance (Fifth Chamber)2005. PepsiCo, Inc. v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition proceedings - Application for Community word mark RUFFLES - Earlier national trade

mark RIFFELS - Even earlier national trade mark RUFFLES - Coexistence and equivalence between
national trade marks and Community trade marks. Case T-269/02.

In Case T-269/02,

PepsiCo, Inc., established in Purchase, New York (United States), represented by E. Armijo Chavarri, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented initially by
J. Novais Gonçalves and J. Crespo Carrillo, and subsequently by A. von Mühlendahl et J. Novais Gonçalves,
acting as Agents,

defendant,

the other party to the proceedings before the OHIM Board of Appeal, intervening before the Court of First
Instance, being

Intersnack Knabber-Gebäck GmbH &amp; Co. KG , formerly Convent Knabber-Gebäck GmbH &amp; Co.
KG, established in Cologne (Germany), represented by M. Schaeffer, lawyer,

ACTION brought against the decision of the First Board of Appeal of OHIM of 10 June 1002 (Case R
114/2000-1) relating to opposition proceedings between PepsiCo, Inc. and Intersnack Knabber-Gebäck GmbH
&amp; Co. KG,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fifth Chamber),

composed of M. Vilaras, President, F. Dehousse and D. vaby, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on 16 December 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fifth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to bear its own costs and to pay those incurred by the Office for Harmonisation in the
Internal Market (Trade Marks and Designs);

3. Orders the intervener to bear its own costs.

Background to the dispute

1. On 1 April 1996, PepsiCo, Inc. filed an application for a Community trade mark with the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) pursuant to Council
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Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark for which registration was sought is the word sign RUFFLES.

3. The goods in respect of which registration of the trade mark was sought fall within Classes 29 and 30 of
the Nice Agreement concerning the International Classification of Goods and Services for the purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond in each case to the following
descriptions:

- Class 29: Meat, fish, poultry and game; meat extracts; preserved, dried and cooked fruits and vegetables;
jellies, jams, fruit sauces; eggs, milk and milk products; edible oils and fats';

- Class 30: Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; flour and preparations made from
cereals; bread, pastry and confectionery, ices; honey, treacle; yeast, baking-powder; salt, mustard; vinegar,
sauces. (condiments); spices; ice'.

4. On 22 December 1997, the trade mark application was published in the Community Trade Marks Bulletin.

5. On 23 March 1998, the intervener, Intersnack Knabber-Gebäck GmbH &amp; Co. KG (formerly Convent
Knabber-Gebäck GmbH &amp; Co. KG), filed a notice of opposition to registration of the trade mark applied
for, pursuant to Article 42(1) of Regulation No 40/94.

6. The ground relied on in support of the opposition was a likelihood of confusion, within the meaning of
Article 8(1)(b) of Regulation No 40/94, between the mark applied for with respect to dried vegetables' (Class
29) and cereal preparations;... fine pastry and confectionery' (Class 30), covered by that mark, and the earlier
national trade mark RIFFELS, registered in Germany by the intervener with respect to potato chips', covered
by that earlier mark.

7. By decision of 23 November 1999, the Opposition Division upheld the opposition with respect to dried
vegetables' and fine pastry and confectionery' on the ground that, because of the identity and partial similarity
of the goods covered by the signs in conflict and having regard to the similarity of those signs, there was a
likelihood of confusion between the two marks. It rejected the opposition in regard to cereal preparations',
however.

8. On 24 January 2000, the applicant filed an appeal at OHIM against the Opposition Division's decision,
pursuant to Article 59 of Regulation No 40/94. On 23 June 2000 it filed a statement setting out the grounds
of its appeal.

9. On 2 May 2001, the intervener lodged its observations on the applicant's appeal, which were notified to the
latter for information by letter of 4 May 2001 from OHIM.

10. By letter of 13 June 2001, the applicant applied to the Board of Appeal for leave to file further
observations, in accordance with Article 61(2) of Regulation No 40/94.

11. By letter of 27 June 2001, the Board of Appeal refused that application.

12. By decision of 10 June 2002, notified to the applicant on 24 June 2002 (the contested decision'), the First
Board of Appeal of OHIM dismissed the appeal. After finding that the appeal consisted solely of the assertion
that the applicant was the holder in Germany of an earlier right than that of the intervener, the Board of
Appeal took the view that that assertion was not such as to cast doubt on the Opposition Division's decision.
The earlier national registration was irrelevant to the outcome of the opposition proceedings and, in any event,
the existence of such registration had not been demonstrated by the applicant (paragraphs 17 to 21 of the
contested decision).

Procedure and forms of order sought
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13. By application lodged at the Registry of the Court of First Instance on 2 September 2002, the applicant
brought the present action.

14. On 23 and 31 January 2003 respectively, the intervener and OHIM filed their responses. On 27 January
2003, the intervener filed documents supplementary to its response.

15. By letter of 5 March 2003, the applicant requested leave from the Court to file a reply, pursuant to
Article 135(2) of the Rules of Procedure of the Court of First Instance, and requested the Court to give a
decision on the request that it claimed to have made previously for a legal opinion to be obtained from the
German law firm Lovells concerning the German mark claimed.

16. By letter of 22 April 2004, the Court rejected those two requests and, as regards the second request, stated
that it was for the applicant to adduce the evidence on which it intended to rely, and to do so within the
time-limits and in accordance with the conditions set out in the Rules of Procedure.

17. By letter of 30 April 2004, the applicant filed at the Court Registry a legal opinion from Lovells of the
same date, which was entered in the file.

18. The applicant claims that the Court of First Instance should:

- annul the contested decision;

- order OHIM to pay the costs.

19. OHIM contends that the Court of First Instance should:

- dismiss the application;

- order the applicant to pay the costs.

20. The intervener contends that the Court of First Instance should dismiss the application.

Law

21. The applicant raises three grounds in support of its action for annulment. In its first plea, alleging
infringement of its rights of defence, the applicant complains that the Board of Appeal did not afford it the
opportunity to prove the existence of its earlier German mark RUFFLES. In its second plea, alleging breach
of the principle of observance of the parameters of the proceedings, the applicant complains that the Board of
Appeal did not take account of that mark, the existence of which was common ground in the dispute before
OHIM, given the evidence produced and the fact that there was no challenge on this point by the intervener.
In its third plea, alleging breach of the principle of coexistence and equivalence between Community marks
and national marks, the applicant submits essentially that the mere existence of its earlier German mark
RUFFLES should have led to rejection of the opposition.

22. It is common ground that, in countering the opposition before OHIM, the applicant relied solely on the
existence of the German mark RUFFLES, which preceded the intervener's mark and of which it was the
holder. In the applicant's submission, the existence of that mark alone justified rejection of the opposition.

23. Thus the applicant did not at any stage of the proceedings before OHIM rely on the use of that mark in
order to prove de facto coexistence of that mark and the intervener's mark, although such coexistence could
have been a relevant factor in the assessment, carried out independently by OHIM in application of Regulation
No 40/94, of the likelihood of confusion between the Community mark requested and the intervener's mark.

24. Nor did the applicant claim, and even less prove, that it had used its earlier German mark
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to obtain cancellation of the intervener's mark before the competent national authorities, or even that it had
commenced proceedings for that purpose.

25. In those circumstances, the Court notes that, quite irrespective of the question whether the applicant had
adduced evidence of the existence of its earlier German mark before OHIM, the existence of that mark alone
would not in any event have been sufficient reason for rejecting the opposition. The applicant would still have
had to prove that it had been successful in having the intervener's mark cancelled by the competent national
authorities.

26. The validity of a national trade mark, in this case the intervener's, may not be called in question in
proceedings for registration of a Community trade mark, but only in cancellation proceedings brought in the
Member State concerned (Case T6/01 Matratzen Concord v OHIM Hukla Germany (MATRATZEN) [2002]
ECR II4335, paragraph 55). Moreover, although it is for OHIM to ascertain, on the basis of evidence which it
is up to the opponent to produce, the existence of the national mark relied on in support of the opposition, it
is not for it to rule on a conflict between that mark and another mark at national level, such a conflict falling
within the competence of the national authorities.

27. Thus the Board of Appeal, at paragraph 17 of the contested decision, was able to state that the alleged
priority of one national registration with respect to another in a Member State ha[d] no effect on the
opposition proceedings before the Office, since it [had] not been demonstrated that the applicant [for the
Community mark] ever filed a cancellation action against the opponent's registration'.

28. Contrary to the applicant's assertions, there is nothing absurd or anomalous in OHIM's allowing an
opposition based on an earlier national mark, even when the applicant for the Community trade mark invokes
an even earlier national mark, where the validity of the opponent's mark is not challenged before the
competent national authorities. On the contrary, that approach is fully in keeping with the division of
competence between OHIM and those national authorities.

29. The applicant puts forward other arguments. The first argument is that OHIM's position would lead to the
absurd situation that the rejection of its application for the Community trade mark RUFFLES would obstruct
the conversion of that application into a national trade-mark application exclusively in Germany, the country
where the applicant has a registration allowing it to market the goods in question under that mark. Next, it
argues that it is anomalous for it to be refused the protection relating to the Community mark when in
practice it can obtain such protection through national registrations. Those two arguments are based on the
unsubstantiated premiss that the applicant actually does have the right to market its products in Germany
under the RUFFLES trade mark. In fact, it has not been established at all that the intervener is unable to
challenge that right on the basis of its mark RIFFELS.

30. As to the applicant's reference to the decision by the First Board of Appeal of OHIM of 12 September
2000 (Case R 415/19991), relating to opposition proceedings, the Court notes that the legality of the decisions
of Boards of Appeal must be assessed solely on the basis of Regulation No 40/94, as interpreted by the
Community judicature, and not on the basis of a previous decision-making practice of those boards (Case
T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II723, paragraph 66, and Case T-36/01
Glaverbel v OHIM (Glass sheet surface) [2002] ECR II-3887, paragraph 35). That reference is therefore
irrelevant. In any event, it concerns a case completely different from the present case. In Case R 415/1999-1,
the applicant for a Community mark, far from relying, as in this case, on the mere existence of a right to an
earlier national mark, had proved that right and its actual and peaceful coexistence with the opponent's mark
in the national territory. It was, in particular, on that ground that the Board of Appeal found that there was no
likelihood of confusion and rejected the opposition (paragraph 22 of the decision of the First
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Board of Appeal of OHIM of 12 September 2000, cited above). It would in fact have been problematic in
such a context to allow the opposition and therefore refuse Community protection, when the applicant for the
mark was able to obtain the same protection throughout the European Union through national proceedings (see
the penultimate sentence of paragraph 21 of that decision). The situation is quite different in the present case
where, given the uncertainty as to the effectiveness of the German trade mark claimed by the applicant, it has
not been established that the applicant could obtain, through national proceedings, protection as extensive as
that which would result from Community registration.

31. Lastly, contrary to the applicant's assertion, Article 106 of Regulation No 40/94 is not applicable by
analogy to the present case. That provision concerns the right existing under the laws of the Member States to
invoke, before the national authorities, claims for infringement of earlier rights in relation to the use of a later
Community trade mark. In the present case, however, it is not a question of the applicant's opposing, before
the competent German authorities, the use in Germany of a Community mark which infringes an earlier right,
but rather of its challenging, before OHIM, the effectiveness of a German mark, namely the opponent's. There
is therefore no analogy between the situation in this case and that covered by Article 106 of Regulation No
40/94. Moreover, as stated earlier, such a challenge falls exclusively within the competence of the German
authorities and is governed by German law.

32. It follows from the foregoing that the third ground for annulment, based on the argument that the Board
of Appeal was in breach of the principles of coexistence and equivalence between national marks and
Community marks, must be dismissed.

33. As to the first and second pleas based, respectively, on infringement of the rights of the defence and
breach of the principle of the observance of the parameters of the proceedings, the Court notes that, by those
pleas, the applicant criticises OHIM, in a contradictory manner it must be said, both for not having afforded it
the opportunity of proving the existence of its earlier German mark and for not having taken account of that
mark, the existence of which was purportedly common ground in the dispute before OHIM. It is clear,
however, that neither of these pleas, even if it were well founded, would be such as to justify annulment of
the contested decision. As stated earlier and as the Board of Appeal essentially stated in paragraph 17 of the
contested decision, the mere existence of the German mark relied on by the applicant could not justify
rejection of the opposition, in the absence of additional evidence to show that the opponent's mark had been
cancelled. It is common ground that, before OHIM, the applicant merely confined itself to referring to the
mere existence of its purported German mark.

34. It follows from the foregoing that the first and second pleas in annulment are invalid.

35. Lastly, the certificate of registration of the applicant's earlier German mark and the legal opinion from the
German law firm Lovells concerning the effectiveness of that mark in relation to the intervener's mark, both
of which were produced by the applicant before the Court, are inadmissible. In accordance with settled
case-law, the purpose of actions brought before the Court of First Instance is to review the legality of
decisions of the Boards of Appeal within the meaning of Article 63 of Regulation No 40/94. Facts which are
pleaded before the Court without previously having been brought before the departments of OHIM can affect
the legality of such a decision only if OHIM should have taken them into account of its own motion. It
follows from the concluding words of Article 74(1), according to which, in proceedings relating to relative
grounds for refusal of registration, OHIM is to be restricted in its examination to the facts, evidence and
arguments provided by the parties and the relief sought, that OHIM is not required to take account of its own
motion of facts which have not been put forward by the parties. Therefore, such facts cannot affect the
legality of a decision of the Board of Appeal (see, most recently, Case T-115/03 Samar
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v OHIM - Grotto (GAS STATION) [2004] ECR II-0000, paragraph 13).

36. In the light of all the foregoing, this application must be dismissed.

Costs

37. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM in accordance with the form of order sought by the latter.

38. Pursuant to Article 87(4) of the Rules of Procedure and given that the intervener has not applied for costs,
it must be ordered to bear its own costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2005. The Sunrider Corp. v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Word mark TOP - Refusal of registration - Article 115(4) of Regulation (EC) No 40/94 - Definition of

"written communications' - Infringement of the principle that decisions must be adopted within a
reasonable time - Infringement of the rights of the defence - Absolute grounds for refusal - Article

7(1)(b) and (c) of Regulation No 40/94. Case T-242/02.

In Case T-242/02,

The Sunrider Corp., established in Torrance, California (United States), represented initially by M. Bra and
subsequently by N. Dontas, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Waelbroeck and P. Geroukalos, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of OHIM of 30 May 2002 (Case R
314/1999-1), concerning an application for registration of the word mark TOP as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, P. Mengozzi and I. WiszniewskaBiaecka, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on 14 August 2002,

having regard to the response lodged at the Registry of the Court of First Instance on 20 December 2002,

further to the hearing on 24 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 21 August 1997, the applicant, a company governed by United States law, filed an application for a
Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

2. The trade mark in respect of which registration was sought is the word sign TOP. The goods
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in respect of which registration was sought are in Classes 5 and 29 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond for each class to the following descriptions:

- Class 5: Herbal food capsule or powder; herbal nutritional supplement';

- Class 29: Herbal nutritional supplement'.

3. The application was filed in Greek, English being indicated as the second language.

4. By letter of 19 March 1998, written in English, the examiner informed the applicant that the trade mark
applied for did not appear to be eligible for registration as a Community trade mark, pursuant to Article
7(1)(b) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994
L 11, p. 1).

5. The applicant submitted its observations on 19 May 1998. They were in English. In them, the applicant
stated inter alia that its trade mark had acquired distinctive character due to its worldwide use and that it
should therefore be accepted for registration pursuant to Article 7(3) of Regulation No 40/94. It also claimed
that the trade mark TOP had already been registered in Canada, Hungary, Ireland, Korea, Thailand and the
United States and that applications for registration had been filed in Hong Kong, Indonesia, Malaysia and the
United Kingdom. In support of its claims, it attached copies of a number of certificates of registration and
various other documents which were either drawn up in English or accompanied by a translation in that
language.

6. By fax of 9 April 1999, the examiner notified the applicant of the decision, of the same date, ruling on its
application for registration. That decision, rendered in English, stated that the trade mark applied for was
ineligible for registration on the ground that it was devoid of distinctive character within the meaning of
Article 7(1)(b) of Regulation No 40/94 and that it was descriptive of the goods covered, as referred to in
Article 7(1)(c) of that regulation. The decision also stated that the evidence produced by the applicant did not
show that the mark in question had become distinctive in accordance with Article 7(3) of Regulation No
40/94.

7. On 7 June 1999, the applicant filed a notice of appeal against the decision of 9 April 1999. That notice of
appeal was filed in English.

8. On 9 August 1999, the applicant filed a document in Greek setting out the grounds of appeal, to which it
annexed a version translated into English, stating in its covering letter that the language of the registration
procedure was Greek and that the English translation of the document in question was being provided only for
ease of reading.

9. By letter of 3 April 2000, the rapporteur in that case before the Board of Appeal, Mr K., invited the
applicant, first, to comment on the interpretation of the term written communications' in Article 115(4) of
Regulation No 40/94 and to state whether it had been inconvenienced by the use of English during the
proceedings before the examiner and, secondly, to submit its observations on the application of Article 7(1)(b)
and (c) of Regulation No 40/94. The applicant was also informed that it was allowed to submit further
evidence in support of its claim of acquired distinctiveness through use under Article 7(3) of Regulation No
40/94.

10. Under cover of a fax of 1 June 2000 written in English, the applicant submitted to the Board of Appeal
new evidence under Article 7(1)(b) and Article 7(3) of Regulation No 40/94 and produced various documents,
all in English.

11. By letter of 23 May 2001, written in English, Ms M. informed the applicant that she was now responsible
for the case as rapporteur and that, on that day, pursuant to Article 11 of Commission Regulation (EC) No
216/96 of 5 February 1996 laying down the rules of procedure of the Boards of Appeal of OHIM (OJ 1996 L
28, p. 11), she had invited the President of OHIM to comment
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on the interpretation of the expression written communications' in Article 115(4) of Regulation No 40/94 and
on the consequences which would be entailed for OHIM by the recognition of an obligation, in ex parte
proceedings, to notify its decisions in the language in which the trade mark application was filed.

12. On 14 February 2002, the Vice-President of OHIM responsible for legal affairs submitted his comments
under Article 11 of Regulation No 216/96. Those comments, drawn up in English, were notified to the
applicant on 15 February 2002. The applicant was invited to submit its observations on or before 18 April
2002. It did not take up that invitation.

13. By decision of the First Board of Appeal of OHIM of 30 May 2002, given in Case R 314/19991 (the
contested decision'), the appeal was dismissed.

14. In that decision, the Board of Appeal, referring inter alia to the judgment of the Court of First Instance in
Case T-120/99 Kik v OHIM [2001] ECR II-2235, paragraph 61, held, in the first place, that the right
conferred on OHIM by Article 115(4) of Regulation No 40/94 to send written communications to the
applicant for a Community trade mark in the second language indicated by the latter had to be interpreted in a
restrictive manner and that it did not cover procedural documents of a decisional character (paragraphs 20 to
22 of the contested decision). The Board of Appeal therefore found that, in this case, the examiner had
infringed Article 115(4) of Regulation No 40/94 by notifying the applicant of the decision terminating the
procedure for the examination of the trade mark application in English, even though that application had been
filed in Greek. The Board of Appeal nevertheless took the view that the use of English had not been
prejudicial to the applicant's rights of the defence since the applicant had itself used that language in its
correspondence with the examiner and, subsequently, in its appeal.

15. In the second place, the Board of Appeal annulled the examiner's decision on the grounds of failure to
state reasons and infringement of the rights of the defence in the application of Article 7(1)(b) of Regulation
No 40/94, and ordered the reimbursement of the appeal fee to the applicant. Pursuant to Article 62(1) of
Regulation No 40/94, the Board of Appeal examined the merits of the applicant's application for registration
and rejected it on the grounds of the descriptiveness and lack of distinctive character of the trade mark
applied for and in the absence of any evidence that it had become distinctive through use.

Forms of order sought

16. The applicant claims that the Court should:

- annul the contested decision with the exception of the part where it grants its claim for annulment of the
examiner's decision of 9 April 1999 and orders the reimbursement of the appeal fee;

- order OHIM to reimburse it the costs of translation which it incurred during the proceedings before the
examiner and the Board of Appeal;

- in the alternative, order OHIM to compensate it for the damage which it suffered on account of the
excessive duration of the proceedings before the Board of Appeal;

- order OHIM, in any event, to pay the costs, including those relating to the proceedings before the Board of
Appeal.

17. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

The claims for annulment
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18. The applicant raises primarily, in essence, five pleas in support of its claims for annulment. The first plea
alleges infringement of Article 115(4) of Regulation No 40/94. By its second plea, the applicant alleges
excessive duration of the proceedings. The third plea alleges infringement of the rights of the defence. The
fourth plea alleges breach of the obligation to state reasons. The fifth plea alleges infringement of Article
7(1)(b) and (c) of Regulation No 40/94.

19. In the alternative, the applicant raises a sixth plea, alleging infringement of Article 7(3) of Regulation No
40/94.

The first plea, alleging infringement of Article 115(4) of Regulation No 40/94

Arguments of the parties

20. In the applicant's view, the contested decision is, in the first place, vitiated by an error of law inasmuch as
the Board of Appeal held, wrongly, that there was no need to annul the examiner's decision for infringement
of Article 115(4) of Regulation No 40/94, on the ground that the use of the English language in that decision,
and during the proceedings before the examiner, had not adversely affected its rights of the defence. It claims
that the use of the English language was imposed by OHIM, even though the language of proceedings was
Greek. This had the consequence of rendering the exercise of its rights of the defence more difficult and of
obliging it to have every procedural document translated, causing it to incur additional expenses.

21. In the second place, in the applicant's submission, the contested decision is vitiated by an infringement of
essential procedural requirements, inasmuch as the Board of Appeal itself continued to address it in English.
In particular, the applicant points out that the letter of 3 April 2000, by which the first rapporteur of the case
invited it to comment on a number of issues, concerning the scope of Article 115(4) of Regulation No 40/94
and the application of Article 7(1)(b) and (c) and Article 7(3) of that regulation, was written in English.
Similarly, the letter of 23 May 2001, by which the new rapporteur of the case informed it that a request for
comments under Article 11 of Regulation No 216/96 had been made to the President of OHIM, and the note
of 14 February 2002, adopted by the latter in response to that request, were also written in English.

22. Faced with the consistent use of English by the Board of Appeal in its communications with the applicant,
the latter considered that it had to reply in English.

23. Thus, the proceedings continued in a language other than the language of proceedings, in contravention of
Article 115(4) of Regulation No 40/94. That provision, in stating that OHIM may send written
communications to the applicant in the second language indicated by the latter, refers only to covering letters
or communications which do not produce any legal effects vis-à-vis the applicant and do not in any way
adversely affect its rights of the defence. That does not apply, in this case, to the letter of 3 April 2000
inviting the applicant to submit its observations on various aspects of the case and to produce further
documents, or to the note of 14 February 2002 from the Cabinet of the President of OHIM.

24. OHMI observes, in essence, that the conduct of the applicant, during both the examination stage of its
application for registration and the proceedings before the Board of Appeal, amounted to consent on its part to
the use of the English language.

25. Not only did the applicant never object to the examiner's corresponding with it in English, but it itself
consistently addressed the examiner in that language. It was only in the letter of 9 August 1999 setting out
the grounds of appeal against the examiner's decision that the applicant first complained about the use of the
English language in its correspondence with OHIM and demanded the use of Greek. Moreover, even after that
date, the applicant continued to address the Board of Appeal in English.
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26. OHIM further points out that, in paragraph 61 of its judgment in Kik v OHIM , the Court of First
Instance held that Article 115(4) of Regulation No 40/94 guarantees use of the language in which the trade
mark application was filed as the language of proceedings and thus as the language in which procedural
documents of a decisional character must be drafted. However, in this case, in OHIM's view, the only
document of a decisional character adopted after the applicant first requested the use of the language of
proceedings is the contested decision, which was drawn up in Greek.

27. Finally, OHIM disputes the applicant's assertion that the exercise of its rights of the defence was impeded
by use of the English language. Firstly, the exchange of correspondence between the OHIM authorities and
the applicant shows that both the latter, which is an American company, and its representative understand
English. Secondly, it is clear from the fact that all the observations submitted by the applicant, as well as
most of the documents produced by it before OHIM, were drafted in the English language that use of that
language was in fact the most practical option for the applicant.

Findings of the Court

28. As a pr eliminary point, it should be noted that, within the present plea, the applicant raises, in essence,
two separate complaints. Firstly, it disputes the reasons which led the Board of Appeal to conclude that, in the
light of the circumstances of the case, the unlawful act committed by the examiner in adopting his decision in
English did not entail the annulment of that decision for infringement of the rights of the defence. Secondly, it
complains that the Board of Appeal adopted a restrictive interpretation of Article 115(4) of Regulation No
40/94.

29. With regard to the first complaint, it must be pointed out that the Board of Appeal annulled the
examiner's decision on grounds other than infringement of the rules governing the language of proceedings
and that the Board of Appeal itself examined on the merits the Community trade mark application giving rise
to this dispute. In those circumstances, and in view of the fact that the applicant does not claim that
annulment of the examiner's decision based on a finding of infringement of Article 115(4) of Regulation No
40/94 should have led the Board of Appeal to refer the case back to the examiner instead of proceeding with
its examination on the merits, it must be held that the applicant has no legal interest in seeking a
determination by the Court as to whether the Board of Appeal was wrong not to base the annulment of that
decision on the abovementioned finding. This complaint is therefore inadmissible.

30. The Court must, however, consider whether the fact that the examiner's decision was notified to the
applicant in a language other than the language of proceedings may have affected the applicant's exercise of
its right of appeal and its rights of the defence during the proceedings before the Board of Appeal and,
consequently, the lawfulness of the contested decision.

31. Regarding the second complaint, it must first of all be recalled that Article 115(4) of Regulation No
40/94, which lays down the rules governing the language of ex parte proceedings before OHIM, states that the
language of proceedings is to be the language used for filing the application for a Community trade mark.
The same provision confers on OHIM the right to send written communications to the applicant in the second
language indicated by the latter if the application for a Community trade mark was filed in a language other
than the languages of OHIM.

32. It must then be recalled that, in its judgment delivered on appeal in Case C361/01 P Kik v OHIM [2003]
ECR I8283, the Court of Justice held that it follows from Article 115(4) of Regulation No 40/94 that the
option of using the second language indicated in the application for registration for sending written
communications to the applicant is an exception to the principle that the language of proceedings be used, and
that the term written communications' must therefore be interpreted
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strictly (paragraph 45 of the judgment). It went on to state that, since the proceedings comprise all such acts
as must be carried out in processing an application, it follows that the term procedural documents' covers, for
the purposes of Article 115(4) of Regulation No 40/94, any document that is required or prescribed by the
Community legislation for the purposes of processing an application for a Community trade mark or necessary
for such processing, be they notifications, requests for correction, clarification or other documents. All such
documents must therefore be drawn up by OHIM in the language used for filing the application (paragraph 46
of the judgment). In contrast to procedural documents, written communications', as referred to in the second
sentence of Article 115(4) of Regulation No 40/94, are any communications which, from their content, cannot
be regarded as amounting to procedural documents, such as letters under cover of which OHIM sends
procedural documents, or by which it communicates information to applicants (paragraph 47 of the judgment).

33. It is in the light of that interpretation that it is necessary, in this case, to determine whether the contested
decision is vitiated by an infringement of Article 115(4) of Regulation No 40/94.

34. In that regard, it is clear, first of all, that the communication from the first rapporteur in the case, Mr K.,
of 3 April 2000, inviting the applicant to comment on certain points raised by the appeal and to submit
further evidence, is unquestionably a procedural document' for the purpose of applying Article 115(4) of
Regulation No 40/94, as that term is defined by the Court of Justice in paragraph 46 of the judgment in Kik
v OHIM , cited above.

35. In contrast to the communication of 23 May 2001 from Ms M., which merely informed the applicant of
the progress of the proceedings and of the steps being taken to process his appeal, the communication of 3
April 2000, which was adopted on the basis of Article 4(2) of Regulation No 216/96, was intended to request
further observations from the applicant on the rules governing the language of proceedings and to complete
the preparation of the case.

36. Given the nature of that communication, it must be held that, by sending it to the applicant in a language
other than the language of proceedings, the Board of Appeal failed to have regard to the rules governing
languages, which apply, pursuant to Article 115(4) of Regulation No 40/94, to ex parte proceedings before
OHIM. The proceedings before the Board of Appeal are therefore vitiated by irregularity.

37. Secondly, the note of 14 February 2002 contains the comments of the VicePresident of OHIM, requested
pursuant to Article 11 of Regulation No 216/96, according to which the Board of Appeal may, on its own
initiative or at the written, reasoned request of the President of the Office, invite him to comment in writing
or orally on questions of general interest which arise in the course of proceedings pending before it. It must
be held that that note, although an internal OHIM document, constitutes a procedural document within the
meaning specified by the Court of Justice in paragraph 46 of the judgment in Kik v OHIM. In so far as the
second sentence of Article 11 of Regulation No 216/96 provides that the parties are to be entitled to submit
their observations on the comments requested pursuant to the first sentence of that article, those comments
constitute expressions of the views of OHIM, in the light of which the parties' rights of the defence are
exercised and which the parties are, therefore, entitled to have made available to them in the language of
proceedings.

38. It follows that, in this case, by sending the applicant the note of 14 February 2002 in a language other
than the language of proceedings, the Board of Appeal repeated the irregularity by which the communication
of 3 April 2000 is vitiated.

39. It is necessary, at this stage, to examine whether, in the light of the circumstances of this case, it can be
concluded that the irregularities established in paragraphs 36 and 38 above in fact adversely affected the
applicant's rights of the defence. It must likewise be determined whether
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and, if so, to what extent the fact that the examiner's decision was notified to the applicant in a language
other than the language of proceedings, even though, clearly, a document of a decisional nature cannot be
regarded as a written communication' within the meaning specified by the Court of Justice in its judgment in
Kik v OHIM , may have interfered with the exercise by the applicant of its right of appeal.

40. In that regard, it must be pointed out, firstly, that, in its pleading of 9 August 1999 setting out the
grounds of appeal against the examiner's decision, the applicant examined exhaustively the content of the
decision appealed against, responding specifically to the various aspects of the reasoning supporting the
operative part of that decision. It thus raised against that decision, apart from the complaint alleging
infringement of Article 115(4) of Regulation No 40/94, two pleas relating to the infringement of essential
procedural requirements, connected, respectively, with the infringement of its right to be heard and with the
insufficient and contradictory character of the statement of reasons, as well as two pleas on the merits, seeking
to challenge the examiner's assessment regarding the lack of distinctive character of the trade mark applied for
and the absence of the conditions for the application of Article 7(3) of Regulation No 40/94, and a further
plea, alleging infringement of the principle of nondiscrimination.

41. It is apparent from that pleading that the applicant was able to understand fully the reasons for the
examiner's decision and, therefore, to reply to them in its appeal. In those circumstances, it cannot be
concluded that the fact that the applicant was notified of the examiner's decision in a language other than the
language of proceedings in fact adversely affected the exercise of its right of appeal or rendered it more
difficult or that that fact interfered in any way whatsoever with the exercise of its rights of the defence during
the proceedings before the Board of Appeal.

42. Secondly, as regards the communication of 3 April 2000 from Mr K., the applicant replied to it by fax of
1 June 2000, answering all the points which had been put to it. It challenged both the relevance and the
validity of the rapporteur's observations relating to the infringement by the examiner of the rules governing the
language of proceedings. It also rejected the approach envisaged by the rapporteur as regards the complaint
alleging infringement of its right to be heard and set out the reasons why the trade mark applied for could not
be regarded as descriptive. In addition, it availed itself of the opportunity which it had been offered to
produce further documents aimed at demonstrating that the trade mark in question had become distinctive
through use.

43. Accordingly, it must be stated that the applicant was able both to understand fully the implications of the
points raised in the communication of 3 April 2000 and to exercise the right which it had been granted to
submit new evidence.

44. Finally, with regard to the note of 14 February 2002 containing the comments requested by the Board of
Appeal on the basis of Article 11 of Regulation No 216/96, it should be pointed out that the applicant, having
been invited to file observations on that note, refrained from so doing. Irrespective of whether such inaction is
attributable to the fact that the note in question had been communicated to the applicant in a language other
than the language of proceedings, it must be pointed out that the Board of Appeal did not accept the
interpretation advocated by the Cabinet of the President of OHIM. Consequently, even if, due to the language
in which that note was written, the applicant was unable to understand fully its content, that fact clearly could
under no circumstances have adversely affected its defence.

45. In the light of all the foregoing considerations, it must be concluded that, notwithstanding the procedural
irregularities committed by the Board of Appeal, the applicant's rights of the defence were not prejudiced in
this case.

46. It follows that the first plea must be rejected.
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The second plea, alleging excessive duration of the proceedings before the Board of Appeal

Arguments of the parties

47. The applicant claims that the Board of Appeal infringed Article 6 of the European Convention for the
Protection of Human Rights and Fundamental Freedoms (ECHR), signed at Rome on 4 November 1950, in so
far as it provides that cases must be disposed of within a reasonable time. That provision is applicable to the
Boards of Appeal of OHIM since they exercise judicial functions and are therefore required to comply with
the procedural principles of Community law, including the principle that decisions must be adopted within a
reasonable time.

48. The applicant points out that, in this case, the appeal against the examiner's decision refusing registration
was filed on 7 June 1999 and that the contested decision was adopted on 30 May 2002 and communicated to
the applicant on 24 June 2002, namely more than two years after the appeal was brought. That duration is
excessive, it argues, a fortiori since these were ex parte proceedings.

49. In the applicant's view, such a duration must entail the annulment of the contested decision.

50. OHIM disputes the applicability of Article 6 of the ECHR to the Boards of Appeal. Although it is true
that Regulation No 40/94 requires the independence of their members to be guaranteed in numerous ways, the
Boards of Appeal are merely a final authority of OHIM and partake of its nature as an administrative body
responsible for the management of the system of Community trade marks. Thus an appeal to one of those
boards is more an internal administrative remedy than a judicial remedy.

Findings of the Court

51. The principle that decisions must be adopted within a reasonable time, set out, as a component of the
principle of good administration, in Article 41(1) of the Charter of Fundamental Rights of the European
Union, proclaimed at Nice on 7 December 2000 (OJ 2000 C 364, p. 1), is mandatory in any Community
administrative proceedings (see, to that effect, Joined Cases T213/95 and T-18/96 SCK and FNK v
Commission [1997] ECR II1739, and Case T-228/97 Irish Sugar v Commission [1999] ECR II2969, paragraph
276, as regards proceedings to implement the competition rules; Case T196/01 Aristoteleio Panepistimio
Thessalonikis v Commission [2003] ECR II3987, paragraph 229, relating to a procedure for the cancellation of
structural fund assistance; and Case T197/00 Onidi v Commission [2002] ECRSC I-A-69 and II325, paragraph
91, and Case T259/97 Teixeira Neves v Court of Justice [2000] ECRSC I-A-169 and II-773, paragraph 123,
concerning disciplinary proceedings against Community officials).

52. That principle must therefore also be applied to proceedings before the various OHIM authorities,
including the Boards of Appeal.

53. However, according to settled caselaw, infringement of the principle that decisions must be adopted within
a reasonable time, assuming it is established, does not justify automatic annulment of the contested decision
(Aristoteleio Panepistimio Thessalonikis v Commission , cited above, paragraph 233, and the caselaw cited).

54. In the circumstances of this case, the second plea, in so far as it is put forward by the applicant in
support of its claims for annulment, must be rejected as ineffective.

55. Moreover, in a case such as this, in which an application was made to OHIM for registration of a
Community trade mark, the applicant has no legal interest, in the context of an action brought against the
decision of a Board of Appeal confirming the rejection of the application for registration, in the annulment by
the Court of First Instance of that decision on the sole ground that it was adopted after more than a
reasonable period. Such an annulment would merely delay further the adoption by OHIM of a position on the
application for registration filed, and that would be to the detriment
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of the applicant.

The third plea, alleging infringement of Article 73 of Regulation No 40/94

Arguments of the parties

56. In the applicant's view, the Board of Appeal infringed Article 73 of Regulation No 40/94 in so far as, in
order to substantiate its assessment as to the lack of distinctiveness of the trade mark applied for, it took into
account, in paragraph 45 of the contested decision, the results of a search on the internet which had not
previously been communicated to the applicant.

57. OHIM points out that the information mentioned in paragraph 45 of the contested decision played only a
supplementary part in the reasoning adopted by the Board of Appeal with regard to the lack of distinctive
character of the mark at issue.

Findings of the Court

58. It must be recalled that, under the second sentence of Article 73 of Regulation No 40/94, decisions of
OHIM are to be based only on reasons or evidence on which the parties concerned have had an opportunity
to present their comments.

59. In accordance with that provision, a Board of Appeal of OHIM may base its decision only on matters of
fact or of law on which the parties have been able to set out their views (Case C-447/02 P KWS Saat v
OHIM [2004] ECR I0000, paragraph 42). Consequently, in the case in which the Board of Appeal assembles
of its own motion facts intended to serve as a basis for its decision, it is under an obligation to notify the
parties of those facts in order that the parties may submit their views thereon (KWS Saat v OHIM , paragraph
43).

60. In this case, in paragraph 45 of the contested decision, the Board of Appeal points out that the claimed
goods belong to the category of nutritional and health products, a category in which words such as top are
commonly used in the English [-speaking] part of the Community to present a list of their top products as a
quick [search] on the internet reveals'. The address of the internet site at which that search was carried out is
then indicated.

61. It is common ground that the Board of Appeal did not communicate to the applicant either the content of
that internet site or the results of the search mentioned in the abovementioned paragraph of the contested
decision.

62. In so doing, it infringed the second sentence of Article 73 of Regulation No 40/94.

63. Nevertheless, it must be pointed out that, in paragraph 44 of the contested decision, the Board of Appeal
found that the term top is currently a generic, usual or commonlyused name in the sector of the goods at
issue, such as the words best, excellent, super'. In paragraph 46, it found that top served only to inform the
section of the public targeted about a characteristic of the goods at issue, namely the best nutritional
supplements offered' and concluded that [t]hus the section of the public targeted, faced with the goods and
service[s] at issue, will attribute to top solely the obvious meaning set out above, without imagining a second
meaning of the term as a mark'.

64. Those grounds, which are based on reasoning independent of the reference to the results of the internet
search mentioned in paragraph 45 of the contested decision, reasoning which, moreover, was already known to
the applicant since it had been adopted by the examiner, are sufficient to justify rejection of the present plea.

65. The finding contained in paragraph 45 of the contested decision, resulting from research carried out by the
Board of Appeal, that words such as top' are widely used i n connection with the goods concerned to present
a list of top products', is made only to support the conclusion that the word top' is a designation which is
customary or widely used in the sectors of the goods at issue and,
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consequently, is not a necessary part of the statement of grounds for the rejection of the application for
registration.

66. It follows that the irregularity by which paragraph 45 of the contested decision is vitiated in the light of
the second sentence of Article 73 of Regulation No 40/94 is not such as to lead to the annulment of the
contested decision (see, to that effect, KWS Saat v OHIM , paragraph 50, and Case T216/02 Fieldturf v
OHIM (LOOKS LIKE GRASS... FEELS LIKE GRASS... PLAYS LIKE GRASS ) [2004] ECR II0000,
paragraph 41).

67. Accordingly, the third plea put forward by the applicant in support of its claims for annulment cannot be
upheld.

The fourth plea, alleging failure to state reasons

Arguments of the parties

68. The applicant claims that the statement of reasons for the contested decision contains only vague and
unspecific assertions which are not capable of substantiating the findings of the Board of Appeal as to the
allegedly descriptive and nondistinctive character of the trade mark applied for.

69. As regards, in particular, the part of the statement of reasons which is devoted to the analysis of the
distinctive character of the sign at issue, the contested decision merely puts forward factors relevant to an
examination under Article 7(1)(c) of Regulation No 40/94 without setting out any independent reasoning as to
the application of Article 7(1)(b) of that regulation, contrary to what is required by the settled caselaw of the
Court and, in particular, by the judgment in Case T34/00 Eurocool Logistik v OHIM (EUROCOOL ) [2002]
ECR II-683, paragraph 25, according to which the absolute grounds for refusal provided for in Article 7(1)(b)
and (c) of Regulation No 40/94 are independent and each has its own sphere of application.

70. The applicant therefore concludes that the contested decision is vitiated by failure to state reasons.

71. OHIM contends that the present plea should be rejected, maintaining that the statement of reasons for the
contested decision enables the applicant to know the reasons for the rejection of its application for registration.

Findings of the Court

72. According to settled caselaw, the statement of the reasons on which OHIM's decisions are based, the duty
to provide which is laid down in the first sentence of Article 73 of Regulation No 40/94, must enable the
applicant, if need be, to take cognisance of the reasons for rejecting the application for registration and to
challenge the contested decision effectively (Case T173/00 KWS Saat v OHIM (Shade of orange ) [2002]
ECR II-3843, paragraphs 54 and 55; see also, to that effect, Case T-135/99 TaurusFilm v OHIM (Cine Action
) [2001] ECR II379, paragraph 35, and Case T136/99 Taurus-Film v OHIM (Cine Comedy ) [2001] ECR
II-397, paragraph 35).

73. In the present case, firstly, the Board of Appeal set out in paragraph 38 of the contested decision the
reasons which led it to conclude that the trade mark applied for was descriptive in character, namely,
essentially the fact that it consists exclusively of a laudatory term which may serve in trade to inform the
consumer about the very high quality of the goods concerned.

74. Secondly, contrary to what is maintained by the applicant, it is apparent from paragraphs 41 to 50 of the
contested decision that it was by way of independent reasoning, based on the finding that the sign in respect
of which registration was sought consisted of a general, customary or widelyused designation in relation to the
goods in question, that the Board of Appeal reached the conclusion
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that that sign was devoid of distinctive character.

75. It follows that the statement of reasons for the contested decision, although brief, enabled the applicant to
know the reasons for the rejection of its application for registration and to prepare effectively its pleas in the
present action.

76. Accordingly, the fourth plea, alleging infringement of the obligation to state reasons, must be rejected as
unfounded.

The fifth plea, alleging infringement of Article 7(1)(b) and (c)

Arguments of the parties

77. The applicant points out, in the first place, that the prohibition on registering purely descriptive signs as
Community trade marks, laid down in Article 7(1)(c) of Regulation No 40/94, is intended to prevent the
registration of signs which, due to the fact that they correspond to the customary description of the category
of goods or services in question, are incapable of identifying the undertaking which markets the goods or
services covered by those signs. Consequently, in the applicant's view, only signs likely to be used ordinarily
by the consumer to designate directly and specifically the quality or to describe, in the same way, a
characteristic of the goods or services covered by the application for registration may be considered to be
purely descriptive signs.

78. In this case, apart from vague and generic assertions, the Board of Appeal has not demonstrated that the
term top', of which the trade mark applied for consists, is used or is likely to be used, in one of its various
meanings, as an indication of any qualitative characteristic of the goods in question.

79. In the second place, as regards the application of Article 7(1)(b) of Regulation No 40/94, the applicant
points out, first of all, that the distinctive character of a sign must be assessed by reference to the goods in
respect of which registration of that sign was sought.

80. It goes on to recall that, according to the case-law of the Court, the lack of distinctive character of a sign
for which registration has been sought cannot result from the mere finding that the sign in question lacks
originality or any additional element of imagination.

81. Thus, any sign, even one consisting of one or more everyday words, which is devoid of any element of
originality or creativity, is eligible for registration as a Community trade mark, provided that it is capable of
identifying the origin of the goods or services which it is intended to designate.

82. However, neither the examiner nor the Board of Appeal has demonstrated that the term top' for which
registration is sought is not capable of fulfilling such a function.

83. On the contrary, because it consists of a simple, short word which is easy to remember and to pronounce
in all the Community languages, the sign in question is capable of identifying the applicant's goods and of
distinguishing them from those of another manufacturer.

84. OHIM observes, first of all, as regards the application of Article 7(1)(c) of Regulation No 40/94, that the
trade mark applied for consists exclusively of a word which may serve to describe one of the characteristics
of the goods in question. In this respect, OHIM points out that the word top' is a laudatory term commonly
used in English to describe the good quality of the goods in question, and that there is no perceptible
difference between it and terminology used in everyday language, enabling the consumers concerned to regard
it as an indication of the commercial origin of the goods concerned.

85. Next, as regards the applicant's complaint based on an alleged infringement of Article 7(1)(b) of
Regulation No 40/94, OHIM points out, firstly, that the word top' is an ordinary laudatory term in the English
language, commonly used as a generic description both in the foodstuffs sector
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in general and in the specific sector of herbal foods and nutritional supplements and, secondly, that the Board
of Appeal was correct to take the view that the relevant public would not perceive the term top' as an
indication of the commercial origin of the goods in question, but rather as a piece of information about the
quality of those goods.

Findings of the Court

86. It is necessary to examine first the applicant's second complaint, alleging infringement of Article 7(1)(b) of
Regulation No 40/94.

87. It must be remembered that, under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid
of any distinctive character' are not to be registered.

88. Signs devoid of any distinctive character, as referred to in Article 7(1)(b) of Regulation No 40/94, are
incapable of performing the essential function of a trade mark, namely that of identifying the commercial
origin of the goods or services, thus enabling the consumer who purchases them to repeat the experience if it
proves to be positive, or to avoid it if it proves to be negative, on the occasion of a subsequent acquisition
(Case T360/00 Dart Industries v OHIM (UltraPlus) [2002] ECR II3867, paragraph 42).

89. A sign's distinctiveness can be assessed only by reference, first, to the goods or services in respect of
which registration is sought and, second, to the relevant public's perception of that sign (UltraPlus , cited
above, paragraph 43).

90. In the present case, the Board of Appeal inferred the lack of distinctive character of the term top' from the
finding that it is a laudatory term and from the fact that it is a usual or commonlyused name in connection
with the goods concerned (paragraphs 44 and 46 of the contested decision). Moreover, the Board of Appeal
took the view that, in so far as they would perceive that term as the expression of a claim by the
manufacturer concerning the quality of its goods, consumers would not see it as a sign distinguishing the
origin of those goods (paragraph 46 of the contested decision).

91. A first point to be noted is that, in order to establish the distinctive character of a sign, it is not necessary
to find that the sign is original or fanciful (see, to that effect, the judgments in Cine Action , paragraph 31,
EUROCOOL , paragraph 45, and UltraPlus , paragraph 45).

92. As regards the relevant public, it should be observed, as the Board of Appeal has done without being
challenged on this point by the applicant, that herbal foods and nutritional supplements are intended for the
general public and thus for consumers whose level of attention has no special feature such as to influence
their perception of the sign. The relevant public is therefore average consumers who are reasonably well
informed and reasonably observant and circumspect (see, to that effect, Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR I-3819, paragraph 26, and Case T359/99 DKV v OHIM (EuroHealth ) [2001] ECR II1645,
paragraph 27, and UltraPlus , paragraph 46).

93. First of all, the term top', which comes from English but is also in current use in other Community
languages, belongs to the category of superlatives and can be used as a noun proper or noun adjective. Since
the trade mark proposed for registration consists only of that term, the term must therefore be considered,
from a grammatical point of view, to function as a noun proper.

94. Secondly, in the present case, unlike the term ultraplus' in the case which gave rise to the Ultraplus
judgment cited above, the term top' is used in its usual grammatical structure and cannot be said to be
perceptibly different from a lexically correct construction' within the meaning of the judgment in UltraPlus ,
paragraph 47.

95. Furthermore, although it is true that, due to its generic meaning which tends to exalt in an unspecified
manner the nature, function, quality or one of the qualities of any product or service, the sign top' does not
enable the consumer to imagine to what type of goods or services it refers,
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the fact nevertheless remains that, precisely because it is commonly used in everyday language, as well as in
trade, as a generic laudatory term, that word sign cannot be regarded as appropriate for the purpose of
identifying the commercial origin of the goods which it designates and, therefore, of performing the essential
function of a trade mark.

96. Finally, although, as the applicant points out, such a sign can be easily and immediately memorised by the
relevant public, the fact that it is capable of being used as such by any manufacturer or supplier of services
for the purpose of advertising its goods or services means that its use must not be reserved for a single
undertaking, even if such exclusivity were to concern only a specific sector, such as that of herbal foods and
nutritional supplements and similar products.

97. It follows from the foregoing considerations that the Board of Appeal did not commit an error of
assessment in concluding that the trade mark proposed for registration was devoid of any distinctive character.

98. The second complaint raised in the fifth plea must therefore be rejected as unfounded.

99. Since the existence of only one of the absolute grounds for refusal provided for in Article 7(1) of
Regulation No 40/94 is sufficient to justify refusal of registration of a trade mark, the fifth plea must be
rejected without there being any need to examine the first complaint, alleging misapplication of Article 7(1)(c)
of Regulation No 40/94, since that complaint is, in any event, inoperative in this case.

The sixth plea, raised in the alternative, alleging error of assessment in the application of Article 7(3) of
Regulation No 40/94

Arguments of the parties

100. In the applicant's view, the Board of Appeal assessed incorrectly the items of evidence which the
applicant produced to substantiate the acquisition by the trade mark applied for of distinctive character through
use in accordance with Article 7(3) of Regulation No 40/94. In particular, it complains that the Board of
Appeal examined those various items separately instead of making an aggregate assessment of them. When
assessed as a whole, those items demonstrate that the applicant used its trade mark widely before filing its
application for registration.

101. In OHIM's view, the Board of Appeal was right to consider that the evidence produced by the applicant
did not prove acquisition of distinctive character through use.

Findings of the Court

102. It is apparent from paragraphs 53 to 55 of the contested decision that the Board of Appeal discounted
the relevance as evidence, firstly, of the extracts from the applicant's catalogues, on the ground that it was not
possible to determine the date on which they were printed or to what extent they were distributed among the
public established in the Community and, secondly, of the applicant's sales figures, since they were not
specified in detail and were not certified by an accountant or supported by invoices.

103. As regards the extracts from the journal Sun spot', published by the applicant, referring to July 1993,
January 1995, February 1996, June 1996 and August 1997, the Board of Appeal took the view, in paragraph
56 of the contested decision, that, in the absence of details concerning the circulation figures and geographical
areas of distribution of that publication, the latter did not constitute evidence that the trade mark proposed for
registration had become distinctive in the relevant part of the Community.

104. It must be stated that the applicant does not even attempt to challenge the findings of the Board of
Appeal as regards the lack of relevance of the items produced or their evidential value,
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which was held to be insufficient to justify the application, in this case, of Article 7(3) of Regulation No
40/94.

105. It merely accuses the Board of Appeal of carrying out a fragmentary analysis of various items produced
and of not assessing them as a whole.

106. Accordingly, it is sufficient to hold that the Board of Appeal did not commit an error of assessment in
evaluating separately the relevance and the evidential value of the items produced by the applicant, which
were documents and information of various kinds.

107. The sixth plea, put forward in the alternative by the applicant, must therefore be rejected.

108. In the light of all the foregoing considerations, the claims for annulment must be rejected.

The other claims

The claims that OHIM should be ordered to reimburse the costs of translation incurred by the applicant during
the proceedings before the examiner and the Board of Appeal

Arguments of the parties

109. The applicant claims that it was obliged to have all the procedural documents translated into English on
the ground that the examiner and the Board of Appeal systematically disregarded the language of proceedings.
As a result, it incurred expenses which it considers should be borne by OHIM.

110. OHIM disputes the applicant's claims.

Findings of the Court

111. It must be stated that the applicant has not provided in support of its claim any evidence to demonstrate
the truth of its claims or to establish the amount of the costs of translation which it claims to have incurred.

112. Accordingly, the claim in question can only be rejected.

The claims in the alternative, seeking compensation for damage suffered on account of the allegedly excessive
duration of the proceedings before the Board of Appeal

Arguments of the parties

113. In the alternative, the applicant seeks compensation for the duration of the proceedings before the Board
of Appeal, which it considers excessive.

114. OHIM points out, firstly, that the applicant has not stated what damage it suffered as a result of a
reasonable time having been allegedly exceeded by the Board of Appeal and, secondly, that, given the
circumstances of the case, the duration of the proceedings before the Board of Appeal cannot be regarded as
excessive.

Findings of the Court

115. It is sufficient to note that the applicant has not adduced the slightest evidence that any damage
whatsoever was caused by the allegedly excessive duration of the proceedings before the Board of Appeal.

116. Accordingly, the applicant's claims seeking compensation for the damage allegedly suffered on account of
the excessive duration of the proceedings before the Board of Appeal must be rejected.

117. It follows from all the grounds set out above that the action must be dismissed in its entirety.

Costs
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118. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the costs, as applied for by OHIM.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2003. HERON Robotunits

GmbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Word mark ROBOTUNITS - Absolute grounds for refusal - Article 7(1)(c) of

Regulation (EC) No 40/94 - Descriptive character. Case T-222/02.

In Case T-222/02,

HERON Robotunits GmbH, established in Lustenau (Austria), represented by M. Bergermann and R.
Hackbarth, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S. Bonne
and G. Schneider, acting as Agents,

defendant,

ACTION against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 6 May 2002 (Case R 1095/2000-1) refusing to register the word mark
ROBOTUNITS as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on 9 July 2003,

gives the following

Judgment

Costs

55 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs in accordance with the form of order sought by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 18 May 1999 the applicant, formerly Heron Systemprofile GmbH, filed at the Office for Harmonisation
in the Internal Market (OHIM) an application for a Community word mark under Council Regulation
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(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark in respect of which registration was sought is ROBOTUNITS.

3 The goods in respect of which registration was sought, after amendment of the initial application on 3 May
2000, are in Classes 6, 7 and 9 of the Nice Agreement concerning the International Classification of Goods
and Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and
correspond to the following description:

- `Profiles of metal, guide rails of metal, shaped static elements, shaped connecting elements', within Class 6;

- `Guides for machines, straight-line and longitudinal guides, pressure cylinders, linear cylinders with various
types of drive system, shaped pneumatic elements', within Class 7;

- `Conveyor belts, striking systems with position controls', within Class 9.

4 By decision of 15 September 2000, the examiner refused the application on the basis of Article 7(1)(c) of
Regulation No 40/94 on the ground that the mark applied for was descriptive of the goods concerned.

5 On 13 November 2000, the applicant filed notice of appeal against that refusal, the grounds of which were
set out in its statement of 15 January 2001. In the course of the appeal proceedings the applicant proposed, in
the alternative, that the list of goods be limited to the following: `Profiles of metal, shaped static elements,
shaped connecting elements', within Class 6.

6 By decision of 6 May 2002 (`the contested decision'), the First Board of Appeal of OHIM dismissed the
appeal brought by the applicant on the ground that Article 7(1)(c) of Regulation No 40/94 prevented the
registration of the word mark ROBOTUNITS, as it could serve to designate the intended purpose of the goods
in respect of which registration was sought. According to the Board of Appeal, the meaning of `robotunits',
taken as a whole, is `robot unit' or `robot part' and there is a direct and immediate relationship between the
goods covered by the trade mark applied for and that mark, which thus unequivocally describes the intended
purpose of the goods, namely the fact that those goods may be used for the assembly of automated and
programmed machines or the fact that they are installed in assembled machines.

Procedure and forms of order sought

7 By application lodged at the Registry of the Court on 23 July 2002, the applicant brought the present
action. On 15 October 2002, OHIM lodged its response at the Registry of the Court.

8 Upon hearing the report of the Judge-Rapporteur, the Court (Fourth Chamber) decide to open the oral
procedure and, as a measure of organisation of procedure pursuant to Article 64 of the Rules of Procedure of
the Court of First Instance, it requested the applicant to reply to a written question.

9 The parties presented oral argument and replied to the Court's oral questions at the hearing on 9 July 2003.
At that hearing, the applicant filed documents relating to the registration of the trade mark ROBOTUNITS in
the United Kingdom and OHIM lodged a copy of the home page of the applicant's internet site, as was noted
in the record of the hearing.

10 The applicant claims that the Court should:

- annul the contested decision;

- order the defendant to pay the costs. 11 OHIM contends that the Court should:

- dismiss the action;
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- order the applicant to pay the costs.

Law

Arguments of the parties

12 In support of its action the applicant raises a single plea in law alleging infringement of Article 7(1)(c) of
Regulation No 40/94.

13 The applicant considers, with reference to the judgment in Case T-359/99 DKV v OHIM (EuroHealth)
[2001] ECR II-1645, that a sign or indication can be regarded as descriptive only if the relevant section of the
public can establish the descriptive relationship immediately and without further reflection.

14 It points out that the term `robotunits' does not exist in English and is a neologism formed in an unusual
way. It submits in that regard that the Court of Justice clearly held in Case C-383/99 P Procter &amp;
Gamble v OHIM [2001] ECR I-6251 that, as regards trade marks composed of several words, the only thing
which mattered was the whole which those words form. It concludes from this that since the Board of Appeal
essentially based its decision on the component `robot' it thereby infringed the principles laid down by the
Court of Justice in Procter &amp; Gamble v OHIM.

15 It also considers that, where the Board of Appeal bases its decision on the fact that the English language
also permits the direct juxtaposition of two nouns, that should not excuse the Board from checking whether
the sign specifically lodged can directly describe the goods in respect of which registration is sought. It
criticises the contested decision for not setting out sufficient findings on that point.

16 It considers that it is not apparent from the contested decision what a robot unit or a robot part is
supposed to be, even though the Board of Appeal considers that those terms translate the whole expression
`robotunits'. It submits that `robotunits' cannot be understood as `robot parts' because, in English, the terms
used to designate a particular piece or part of a machine are `machine part' or `machine piece' and not
`machine unit'. The applicant considers in that regard that the sign is a fanciful term which is not used at all
in trade by its competitors or by undertakings in other business sectors.

17 The applicant considers that the link between ROBOTUNITS and the goods referred to in the registration
application can be made out only by passing through several stages of reasoning. Accordingly, ROBOTUNITS
is not immediately and without further reflection descriptive of the goods in respect of which registration of
the sign is sought. It considers that the fact that those goods may possibly also be used in connection with
computers or robots does not suffice to render the sign descriptive, since that connection is not made
sufficiently directly and specifically and without further reflection.

18 It claims that in the present case ROBOTUNITS is at most only suggestive of the goods referred to and is
not clearly descriptive.

19 Moreover, the applicant considers that the contested decision was taken in disregard of the case-law of the
Court of Justice and the Court of First Instance. It submits that, in Procter &amp; Gamble v OHIM, cited
above, the Court of Justice departed from the position adopted in the judgment in Joined Cases C-108/97 and
C-109/97 Windsurfing Chiemsee [1999] ECR I-2779 as regards there being a real, current and serious need to
leave a sign free, given that, in Procter &amp; Gamble v OHIM, the Court no longer based its decision at all
on a possible need to leave the sign free.

20 The applicant criticises OHIM for not having carried out a genuine analysis of the goods covered by its
application by failing to assess the goods individually.
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21 In its reply to the Court's written question, the applicant stated that its action refers to all the goods in
respect of which registration is sought, after amendment of the initial application on 3 May 2000, within
Classes 6, 7 and 9 of the Nice Agreement. Thus the goods in Class 6 in respect of which registration of
ROBOTUNITS is sought are not specific machine elements or finished or assembled machines, but metal
profiles or elements and, more specifically, semi-finished or intermediate laminated, pressed or extruded goods
which have no connection with robot units. On the contrary, such elements can be used in any field. The
same applies to shaped static elements, which are elements of bridges or various framework elements, and to
shaped connecting elements, which are not necessarily shaped themselves. Connecting elements are purely
mechanical connections.

22 It also stated that guides for machines and straight-line and longitudinal guides within Class 7 are devices
which force an object (machine part or similar) to adopt a particular trajectory and position when it moves
(for example a straight-line guide). Similarly, pressure cylinders and linear cylinders with various types of
drive system within Class 7 do not have a sufficiently direct and specific link with automated machines. As
regards shaped pneumatic elements, the applicant submits that pneumatics is the technical branch concerning
the behaviour of gases, and primarily the phenomena of compressed and aspirated air and their applications.

23 As for conveyor belts, the applicant explains that they are not components of automated machines, but -
like guides for machines and straight-line and longitudinal guides within Class 7 - continuous support and
driving devices in a closed circuit. Finally, it adds that striking systems with position controls within Class 9
are generally buffer elements, for example (tempered) steel parts in (cutting) tool gauges.

24 At the hearing, the applicant stated that the goods covered by the registration application may be used in
programmed machines, but that this is one use amongst thousands of others. It considers, with reference to the
judgment in Case T-356/00 DaimlerChrysler v OHIM (CARCARD) [2002] ECR II-1963, paragraph 40, that
such a use amongst others is not sufficient to render the sign descriptive since this is not a technical function
of the goods in question.

25 Finally, in its reply to the Court's written question, the applicant stated that the international registration of
the word mark ROBOTUNITS has just been granted protection in the United Kingdom for the goods in
question in the present case. It attached to its reply a letter from the Patent Office dated 18 June 2003 which
states that protection was granted in the United Kingdom with effect from 12 December 2002.

26 OHIM states that the Board of Appeal made a careful finding that, taken as a whole, the expression
`robotunits' is made up of two components: `robot' and `unit'. The definition of `robot' is `any automated
machine programmed to perform specific mechanical functions in the manner of a man', and the definition of
`unit' is `a single undivided entity or whole'. It concluded on the basis of an analysis of the semantic content
of the mark applied for that the immediate meaning of the term `robotunits' is `robot unit' or `robot part'.

27 OHIM submits that the Board of Appeal regarded the mark as immediately and clearly descriptive on the
basis of the following: faced with the mark in relation to the goods in question, the relevant public will
immediately understand that it unequivocally describes the intended purpose of the goods, namely the fact that
those goods may be used for the assembly of automated and programmed machines or the fact that they are
installed in assembled machines.

28 As regards the connection with the goods in question OHIM considers that the Board of Appeal considered
in detail the goods covered by the Community trade mark application. In its view, the Board of Appeal
referred to the goods on several occasions in its decision.

29 OHIM considers that the goods in Classes 7 and 9 in particular are special components of machines
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or assembled machines. As regards Class 6, the Board of Appeal found that the applicant had applied for
registration of its mark in relation to all the goods referred to in Class 6, without distinction, thereby
including goods which could be used for the assembly of automated and programmed machines or which are
installed in assembled machines.

30 As regards the Board of Appeal's observance of the principle of assessment of whether the mark is
registrable and of its descriptiveness for the relevant public, OHIM points out that the Board of Appeal
referred to a public of specialists responsible for the study, construction and maintenance of all types of
machine. OHIM considers that it must be borne in mind in this connection that the relevant machine parts are
not used by the average consumer and that the relevant public is therefore a specialist one which is well
informed about the goods available on the market. It infers from this that the United Kingdom consumer and
any specialist consumer in the technical field will be familiar with the English language and will immediately
understand the meaning of ROBOTUNITS.

31 As regards the descriptiveness of the mark, OHIM considers that this follows directly from the relationship
between the mark and the goods and that there is no need for a certain effort of mental association in
translating a message expressed suggestively into a rational assessment.

32 Finally, as regards the registration of the word mark ROBOTUNITS in the United Kingdom, OHIM
submits that that evidence was adduced late. It adds that nothing in the documents filed by the applicant
excludes the possibility that the registration in question was based on usage.

Findings of the Court

33 Pursuant to Article 7(1)(c) of Regulation No 40/94, registration of `trade marks which consist exclusively
of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose,
value, geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' is to be refused. Furthermore, Article 7(2) of Regulation No 40/94
states that `paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of
the Community'.

34 The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are those which may serve
in normal usage from the point of view of the target public to designate, either directly or by reference to one
of their essential characteristics, the goods or service in respect of which registration is sought (Procter &amp;
Gamble v OHIM, cited above, paragraph 39). Therefore, the assessment of whether a sign is descriptive can
be made only, first, in relation to the goods or services concerned and, second, in relation to the
understanding which a target public has of them (Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL)
[2002] ECR II-683, paragraph 38).

35 In the present case, the goods covered by the trade mark applied for include, in particular, components of
machines or assembled machines which may operate automatically or be programmed. It is also generally
known, as the Board of Appeal points out in paragraph 17 of the contested decision, that machines of that
type are nowadays used in all sectors, whether in factories for the assembly of motor cars, for example, or for
the transport of goods, in which case conveyor belts may be involved.

36 As regards the target public, the Board of Appeal found, in paragraph 18 of the contested decision, that
the goods and services concerned are aimed at `a public of specialists responsible for the study, construction
and maintenance of all types of machine [and that whilst] that public is composed in particular of persons
whose mother tongue is English, it should be acknowledged that it also includes persons with at least a
rudimentary knowledge of (specialist) English since technical [language] includes numerous words which are
used only in English'. The applicant has not challenged the Board of Appeal's definition of the target public.

37 Therefore, pursuant to Article 7(2) of Regulation No 40/94, the target public in respect of
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which it is necessary to assess the absolute ground for refusal is a specialised English-speaking public since
the sign in question consists of elements of the English language.

38 Accordingly, for the purposes of Article 7(1)(c) of Regulation No 40/94 it is necessary to consider, on the
basis of a given meaning of the sign in question, whether, from the point of view of the intended public,
there is a sufficiently direct and specific association between the sign and the categories of goods or services
in respect of which registration is sought (CARCARD, cited above, paragraph 28, and Case T-355/00
DaimlerChrysler v OHIM (TELE AID) [2002] ECR II-1939, paragraph 28).

39 A preliminary observation is that ROBOTUNITS is composed of two nouns from the English language.
There is nothing unusual about the structure of that sign. It does not diverge from English word composition
rules but rather complies with them. Therefore it will not be perceived as unusual by the consumer concerned
(CARCARD, cited above, paragraph 29).

40 As regards the meaning of ROBOTUNITS, it is clear from paragraphs 21 and 22 of the contested decision
and from the explanations given by OHIM in its response that OHIM considers the sign to mean `robot unit'
or `robot part'. In that connection, the applicant submits that the sign in question does not have a clear and
specific meaning. In its view the term `robot units' has no meaning. It adds that, in English, to designate a
particular piece or part of a machine, the terms `machine piece' or `machine part' are used, but not `unit'.

41 Having regard to the goods in respect of which registration is sought, the meaning adopted by the Board
of Appeal is the right one. As OHIM states in its response (paragraphs 43 and 48), the word `unit' also means
`a single item or a separate item of something larger' and `a small machine or a part of a machine which has
a particular purpose'. Furthermore, it must be observed that, in order to come within Article 7(1)(c) of
Regulation No 40/94, it is sufficient that at least one of the possible meanings of a sign designates a
characteristic of the goods or services concerned (CARCARD, cited above, paragraph 30).

42 As to how the sign ROBOTUNITS and the goods concerned are connected, the Board of Appeal found in
paragraph 23 of the contested decision that the sign unequivocally describes the intended purpose of those
goods.

43 As regards the categories of goods in respect of which registration of the sign is sought, the applicant does
not deny that the goods concerned may be used in machines which can operate automatically or be
programmed, but submits that the fact that those goods may possibly also be used in connection with
computers or robots does not suffice to render the sign descriptive, since that connection is not made
sufficiently directly and specifically and without further reflection.

44 It follows that the sign ROBOTUNITS taken as a whole may serve to designate one of the possible
intended purposes of all the goods covered by the application for registration. Furthermore, the fact that this
sign includes the word `robot' must be regarded as designating one intended purpose of those goods which the
target public is liable to take into account when making a choice and accordingly constitutes an essential
characteristic thereof. The applicant itself admitted in its written pleadings and at the hearing that the goods in
respect of which registration of the sign is sought might possibly also be used in connection with computers
or robots. Therefore there is a sufficiently direct and concrete connection between the sign ROBOTUNITS and
those goods, from the point of view of the target public.

45 It cannot of course be excluded that those goods may consist in parts unconnected with an automated
machine and that ROBOTUNITS is not therefore descriptive of all the goods within the categories of goods in
respect of which registration is sought. In that regard it is sufficient to note that the applicant has requested
registration of the sign in question for all those goods together, without
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distinction. Accordingly, the finding of the Board of Appeal to the effect that the application for registration
relates to all those categories of goods taken together must be upheld (EuroHealth, cited above, paragraph 33;
TELE AID, cited above, paragraph 34, and CARCARD, cited above, paragraphs 33 and 36).

46 Since the applicant has not limited its application for registration by excluding the use of the goods
referred to as robot parts, the fact that the sign in question may serve to designate one of the possible
intended purposes of the goods covered by the trade mark application is a sufficient basis for refusing
registration, on the ground that the mark is descriptive.

47 That finding is not undermined by the applicant's interpretation of paragraph 40 of CARCARD, cited
above. In that judgment, the Court held that the goods listed as `stationary and transportable data processing
equipment; programs on data carriers for data and/or text and/or image processing' within Class 9 could be
used in a way that also involved a card linked to a car, but that such use of the goods would constitute, at
most, one of many possible areas of use thereof, but not a technical function. In the present case, the fact that
the goods referred to in the application may be used in automated or programmed machines is one of the
technical functions of those goods. The fact that those goods may also be used in machines which are not
automated or programmed does not preclude that technical function from being precisely the characteristic
which renders the sign ROBOTUNITS descriptive of those goods.

48 It follows that the sign ROBOTUNITS may serve, within the meaning of Article 7(1)(c) of Regulation No
40/94, from the point of view of the target public, to designate essential characteristics of the goods falling
within the categories referred to by the registration application.

49 The applicant's argument that the judgment in Procter &amp; Gamble v OHIM, cited above, departed from
the judgment in Windsurfing Chiemsee, cited above, as regards the existence of a need to leave a sign free
cannot be upheld. The Court of Justice expressly reaffirmed the position adopted in the case giving rise to the
judgment in Windsurfing Chiemsee in Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-0000,
paragraphs 73 and 74.

50 Finally, as regards the applicant's argument that the Patent Office has registered the mark ROBOTUNITS
for the same goods as those with which the present action is concerned, it should first of all be noted that it
is clear from a combined reading of subparagraphs (2) and (3) of Article 63 of Regulation No 40/94 that
decisions of the Boards of Appeal may be annulled or altered only where they contain a substantive or
procedural irregularity. Next, it is settled case-law that the legality of a Community measure falls to be
assessed on the basis of the elements of fact and of law existing at the time when the measure was adopted
(Case T-123/97 Salomon v Commission [1999] ECR II-2925, paragraph 48, and Case T-126/99 Graphischer
Maschinenbau v Commission [2002] ECR II-2427, paragraph 33). The legality of a decision of the Board of
Appeal cannot therefore be called into question by pleading new facts before the Court unless it is proved that
the Board of Appeal should have taken those facts into account of its own motion during the administrative
procedure before adopting any decision in the matter (Case T-247/01 eCopy v OHIM (ECOPY) [2002] ECR
II-5301, paragraph 46). According to Article 74(2) of Regulation No 40/94, OHIM may disregard facts or
evidence which are not submitted in due time by the parties concerned.

51 Accordingly, only factors of which OHIM could have been aware during the administrative procedure are
to be taken into consideration. Therefore, the registration of the mark ROBOTUNITS in the United Kingdom
cannot be taken into consideration.

52 It must also be borne in mind in this regard that the purpose of the Community trade mark is, according
to the first recital in the preamble to Regulation No 40/94, to enable `products and services of undertakings to
be distinguished by identical means throughout the entire Community,
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regardless of frontiers', and that registrations already made in Member States are a factor which may only be
taken into consideration, without being given decisive weight, for the purposes of registering a Community
trade mark (Case T-122/99 Procter &amp; Gamble v OHIM (Soap bar shape) [2000] ECR II-265, paragraphs
60 and 61, and Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829, paragraphs 45 and
46). Thus, registrations already made in Member States may provide analytical support for the assessment of a
Community trade mark registration application. However, the documents produced by the applicant on the
registration of the relevant sign in the United Kingdom are not capable of providing the answer in the present
case. Those documents do not disclose the reasons why registration of the relevant sign was accepted in the
United Kingdom. Those documents show only that the sign in question was registered in respect of the goods
referred to in those documents.

53 That finding is not undermined by the fact that, in reply to the Court's questions on whether registration in
the United Kingdom was based on prior use of the mark, the applicant submitted that any registration on that
basis would be apparent from the registration documents. That argument does not affect the resolution of the
dispute since the documents supplied by the applicant do not prove that the Patent Office assessed whether the
mark applied for was descriptive of the goods in question, as was stated in the preceding paragraph.

54 It follows from all the foregoing that the single plea in law alleging infringement of Article 7(1)(c) of
Regulation No 40/94 must be rejected and therefore that the action must be dismissed as unfounded.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2004. Fieldturf Inc. v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Word mark LOOKS LIKE GRASS... FEELS LIKE GRASS... PLAYS LIKE GRASS - Absolute ground

for refusal - Article 7(1)(b) and Article 73 of Regulation (EC) No 40/94 - Refusal to register. Case
T-216/02.

In Case T-216/02,

Fieldturf Inc., established in Montreal (Canada), represented by P. Baronikians, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Waelbroeck, acting as Agent,

defendant,

ACTION against the decision of the First Board of Appeal of OHIM of 15 May 2002 (Case R 462/2001-1)
concerning registration of the word mark LOOKS LIKE GRASS... FEELS LIKE GRASS... PLAYS LIKE
GRASS... as a Community trade mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber)

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: H. Jung,

having regard to the written procedure and further to the hearing on

17 December 2003,

gives the following

Judgment

Costs

44. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, and OHIM has applied for costs, the applicant must be ordered to pay the
costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1) Dismisses the action;

2) Orders the applicant to pay the costs.

Facts

1. On 19 June 2000, the applicant filed an application for a Community trade mark with the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.
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2. The word mark in respect of which registration was sought is LOOKS LIKE GRASS... FEELS LIKE
GRASS... PLAYS LIKE GRASS.

3. The goods and services in respect of which registration of the trade mark was sought are in Classes 27 and
37 within the meaning of the Nice Agreement concerning the international classification of goods and services
for the purposes of the registration of marks of 15 June 1957, as revised and amended, and correspond in
respect of each of those classes to the following description:

- Class 27: Synthetic surfacing consisting of ribbons of synthetic fibres standing upright on a backing and
partially covered with an infill of mixed sand and resilient particles for the playing of soccer, football,
lacrosse, field hockey, golf and other athletic activities;'

- Class 37: Installation of synthetic surfacing consisting of ribbons of synthetic fibres standing upright on a
backing and partially covered with an infill of mixed sand and resilient particles for the playing of soccer,
football, lacrosse, field hockey, golf and other athletic activities.'

4. By decision of 13 March 2001, the Examiner found that the trade mark applied for was not capable of
registration pursuant to Article 7(1)(b) of Regulation No 40/94 in respect of the goods and services referred to
in the application. The Examiner found that the trade mark applied for was exclusively composed of a very
simple slogan devoid of any distinctive character in respect of the goods and services referred to. According
to the Examiner, the wording of the trade mark applied for could easily be perceived by the relevant public as
directly and immediately referring to a desirable aspect of synthetic surfaces. The rhetorical flourish, emphatic
sound and symmetrical form which were claimed were not sufficient to confer any distinctiveness on the trade
mark applied for. The fact that that trade mark was registered in the United States was not a sufficient reason
to conclude that that mark was distinctive.

5. On 3 May 2001, the applicant filed notice of appeal with OHIM against the Examiner's decision, pursuant
to Article 59 of Regulation No 40/94. The written statement setting out the grounds of appeal was filed on 12
July 2001. Since the Examiner had not rectified the decision, the appeal was remitted to the First Board of
Appeal on 20 July 2001 pursuant to Article 60(2) of Regulation No 40/94.

6. By decision of 15 May 2002 (the contested decision'), notified to the applicant on 17 May 2002, the First
Board of Appeal dismissed the appeal.

7. The Board of Appeal held, essentially, that the mark applied for delivers a clear and direct message
informing the relevant consumer that the applicant's synthetic surfaces have properties very similar to those of
grass and that the applicant installs synthetic surfaces having those properties. The Board of Appeal added that
the relevant consumer would be unable to distinguish the applicant's goods and services from those of
competitors who also wish to communicate, in plain language, the fact that their own synthetic surfaces
resemble grass. The Board of Appeal considered that the inherent lack of distinctiveness of the trade mark
applied for was borne out by the results of an internet search which showed that other suppliers of similar
products routinely use terms such as looks like grass', feels like grass' and plays like grass', either alone, or in
combinations similar or identical to the trade mark applied for. Finally, having regard to the slogans which
have been registered as trade marks by OHIM, the Board of Appeal pointed out that there is no particular line
to be taken in assessing slogans, since each case must be assessed on its own merits in relation to the goods
and services in question.

Procedure and forms of order sought

8. By application lodged at the Registry of the Court of First Instance on 17 July 2002, the applicant brought
the present action.
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9. Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (Fourth Chamber) decided to
open the oral procedure.

10. Informed that the applicant would not appear at the hearing on 17 December 2003, OHIM did not appear
at that hearing either. The Court formally noted the absence of the parties in the minutes of the hearing.

11. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to register the trade mark applied for in respect of all the goods and services specified in the
trade mark application;

- order OHIM to pay the costs.

12. OHIM contends that the Court should:

- dismiss the application as inadmissible in so far as it seeks an order to register the trade mark applied for;

- dismiss the remainder of the application as unfounded;

- order the applicant to pay the costs.

Admissibility of the claim for directions to be issued

Arguments of the parties

13. The applicant claims that OHIM should be directed to register the trade mark applied for in respect of all
the goods and services specified in the trade mark application.

14. OHIM submits that the Court is not entitled to issue such directions to it.

Findings of the Court

15. According to settled case-law, in an action brought before the Community courts against the decision of a
Board of Appeal of OHIM, under Article 63(6) of Regulation No 40/94 OHIM is to be required to take the
measures necessary to comply with the judgments of those courts. Accordingly, the Court of First Instance is
not entitled to issue directions to OHIM (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform)
[2001] ECR II-433, paragraph 33, and Case T-388/00 Institut für Lernsysteme v OHIM - Educational Services
(ELS) [2002] ECR II-4301, paragraph 19).

16. The applicant's second head of claim that the Court should direct OHIM to register the trade mark applied
for must therefore be rejected as inadmissible.

Substance

17. The applicant essentially advances two pleas in law alleging infringement of Article 7(1)(b) of Regulation
No 40/94 and infringement of Article 73 of that regulation.

First plea in law: infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

18. The applicant submits that the trade mark applied for possesses the minimum of distinctiveness required to
justify its registration and adds that, at least in respect of the services referred to in the trade mark
application, that mark is not descriptive.

19. The trade mark applied for has an unusual grammatical and rhythmical structure. The multiple use of the
words like grass' gives the mark applied for a poetic character and a rhetorical flourish
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and its symmetrical three-part form creates an emphatic sound. Those effects enable the consumer to recognise
and memorise the mark as an indication of the origin of the applicant's goods and services. The trade mark
applied for is imaginative and visual because of the repetition of one and the same sequence made up of a
monosyllabic verb, like', grass' and...'. The mark applied for has a vague, multiple meaning since the words
look', feel' and play' may be understood both transitively and intransitively. Plays like grass', in particular, is
not a common construction and suggests the following unusual meaning: something plays in the same way
that grass plays.

20. Moreover, the contested decision is contrary to the judgment in Case T138/00 Erpo Möbelwerk v OHIM
(DAS PRINZIP DER BEQUEMLICHKEIT) [2001] ECR II-3739, in which the Court held that refusal to
register on the basis of Article 7(1)(b) of Regulation No 40/94 is justified only if it is demonstrated that the
combination of words in question is commonly used in business communications and, in particular, in
advertising for the goods and services specified. In that regard, the advertisements quoted by the Board of
Appeal in a footnote to paragraph 12 of the contested decision are irrelevant because they relate exclusively to
the American market. Indeed, one of those advertisements results from authorised use of the United States
trade mark LOOKS LIKE GRASS... FEELS LIKE GRASS... PLAYS LIKE GRASS of which the applicant is
the proprietor.

21. OHIM maintains that the Board of Appeal was justified in finding that the trade mark applied for is not
distinctive for the goods and services specified in respect of the relevant public.

Findings of the Court

22. Under Article 7(1)(b) of Regulation No 40/94 trade marks which are devoid of any distinctive character'
are not to be registered.

23. The signs devoid of any distinctive character within the meaning of that provision are those which are
incapable of performing the essential function of a trade mark, namely that of identifying the origin of the
goods or services, thus enabling the consumer who acquired them to repeat the experience, if it proves to be
positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent acquisition (Case T-79/00
Rewe-Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 26; Joined Cases T-79/01 and T-86/01 Bosch v
OHIM (Kit Pro and Kit Super Pro) [2002] ECR II-4881, paragraph 19; Case T130/01 Sykes Enterprises v
OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002] ECR II-5179, paragraph 18, and Joined Cases T-324/01
and T-110/02 Axions and Belce v OHIM (Brown cigar shape and gold ingot shape) [2003] ECR II-0000,
paragraph 29).

24. The trade marks referred to in Article 7(1)(b) of Regulation No 40/94 are in particular those which, from
the point of view of the relevant public, are commonly used, in trade, for the presentation of the goods or
services concerned or in connection with which there exists, at the very least, concrete evidence justifying the
conclusion that they are capable of being used in that manner (Kit Pro and Kit Super Pro , cited above,
paragraph 19, and Brown cigar shape and gold ingot shape , cited above, paragraphs 44 and 45).

25. Registration of a trade mark which consists of signs or indications which are also used as advertising
slogans, indications of quality or incitements to purchase the goods or services covered by that mark is not
excluded as such by virtue of such use. However, a sign which, like an advertising slogan, fulfils functions
other than that of a trade mark is distinctive for the purposes of Article 7(1)(b) of Regulation No 40/94 only
if it may be perceived immediately as an indication of the commercial origin of the goods or services in
question, so as to enable the relevant public to distinguish, without any possibility of confusion, the goods or
services of the owner of the mark from those of a different commercial origin (REAL PEOPLE, REAL
SOLUTIONS , cited above, paragraphs 19 and 20).

26. Finally, the distinctiveness of a mark may be assessed only, first, in relation to the goods
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or services for which registration of the sign has been requested and, second, in relation to the perception
which the relevant public has of it (LITE , cited above, paragraph 27; Kit Pro and Kit Super Pro , cited
above, paragraph 20, and Brown cigar shape and gold ingot shape , cited above, paragraph 30).

27. The goods and services covered are synthetic surfacing and installation services for that product.

28. As regards the relevant public, this consists not only of sports clubs, sports federations and organisers of
sporting events but, more generally, of reasonably well-informed and circumspect final consumers who may be
induced to use the applicants' goods and services for their personal needs. Moreover, since the mark applied
for is in English, the relevant public is an English-speaking one (see, to that effect, Kit Pro and Kit Super Pro
, cited above, paragraph 21).

29. In respect of the mark applied for, the applicant's main argument is that, having regard to its allegedly
unusual grammatical and rhythmical structure, the mark LOOKS LIKE GRASS... FEELS LIKE GRASS...
PLAYS LIKE GRASS possesses the minimum of distinctiveness required to justify its registration. The
applicant points to the symmetrical structure of that mark and claims that it has a poetic character, rhythm and
rhetorical flourish'.

30. As regards the goods specified in the trade mark application, there is no reason to challenge the finding of
the Board of Appeal to the effect that the mark applied for does not of itself contain any element which
would endow it with distinctive character. As OHIM rightly pointed out, the mark applied for is merely the
concatenation, which is commonplace, of three unambiguous statements concerning the properties of the goods.
Contrary to the applicant's assertion, the expression plays like grass' does not in the slightest suggest the
unusual meaning of something plays in the same way that grass plays'. On the contrary, the mark LOOKS
LIKE GRASS... FEELS LIKE GRASS... PLAYS LIKE GRASS suggests the following clear and direct
meaning: Has the same appearance as grass... Produces the same sensation as grass... Is as suitable for playing
on as grass'. That mark therefore directly informs the relevant public that the goods covered by the trade mark
application (synthetic grass surfaces) have qualities similar to those of natural grass.

31. The Court further finds, like OHIM, that the mark applied for has no particular rhetorical flourish', poetic
character or rhythm such as to confer distinctiveness upon it. Even if it were admitted that the mark produces
such effects, they would in any event be very diffuse and would not induce the relevant consumer to see in
the mark anything other than a promotional formula applicable to synthetic surfaces in general, and not
therefore capable of designating the origin of those goods.

32. As regards the services specified in the trade mark application, the Board of Appeal and OHIM applied
the same reasoning to them as to the goods. Thus, in paragraph 11 of the contested decision, after finding that
the mark applied for is clearly intended to inform consumers that the goods specified in the trade mark
application have qualities similar to those of natural grass, the Board of Appeal adds that, [b]y the same
token, [that mark] informs consumers that the [applicant] installs (Class 37 services) synthetic surfaces with
those properties'.

33. It cannot be ruled out that, with regard to services for the installation of synthetic surfaces, the mark
applied for may be distinctive. However, it must be stated that the applicant applied for registration of that
mark in respect of both synthetic surfaces and the installation services for that product, without distinction
and, in particular, without applying to restrict its trade mark application to the services alone should that
application be rejected in respect of the goods. That situation is comparable to cases in which the trade mark
application applies to a whole class within the meaning of the Nice Agreement, without restriction on the part
of the trade mark applicant (Case T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723,
paragraph 46; Case T-355/00 DaimlerChrysler v OHIM (TELE AID) [2002] ECR II-1939, paragraph 40, and
Case
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T-222/02 HERON Robotunits v OHIM (ROBOTUNITS) [2003] ECR II-0000, paragraph 46). That situation
also, and above all, takes account of the fact that the services and goods specified in the applicant's trade
mark application are inseparably linked since the purpose of those services can only be the installation of
those goods (for an example in which the connection between the goods and services was taken into account,
see the judgment in TELE AID , cited above, paragraph 35). In that context, the Board of Appeal correctly
applied a solution which was common to the goods and services specified in the trade mark application by
finding that, in respect of both, the mark applied for was not capable of being perceived immediately as an
indication of origin, but merely as a promotional slogan informing the consumer that the surface marketed and
installed by the applicant has properties similar to those of natural grass.

34. As regards the applicant's claim that, in not citing evidence that the trade mark applied for is commonly
used, the contested decision is contrary to the judgment in DAS PRINZIP DER BEQUEMLICHKEIT , cited
above, it is sufficient to state that, according to the case-law subsequent to that judgment, the trade marks
covered by Article 7(1)(b) of Regulation No 40/94 are not only those commonly used in trade for the
presentation of the goods or services concerned but also those which are merely capable of being used in that
manner (see, to that effect, Kit Pro and Kit Super Pro , cited above, paragraph 19, and the case-law cited
therein). In finding essentially that the trade mark applied for informs consumers in plain language of the
nature and advantages or qualities of the goods and services concerned, the Board of Appeal showed to the
requisite standard of proof, in paragraph 11 of the contested decision, that that mark is capable of being
commonly used in trade for the presentation of those goods and services.

35. It is apparent from all the circumstances that the trade mark applied for is not such as to be perceived
immediately as an indication of the commercial origin of the goods or services in question, but as a mere
promotional slogan (see, to that effect, REAL PEOPLE, REAL SOLUTIONS , cited above, paragraphs 20 and
28).

36. In those circumstances, the present plea in law must be rejected as unfounded.

The second plea in law: infringement of Article 73 of Regulation No 40/94

Arguments of the parties

37. The applicant alleges that OHIM infringed Article 73 of Regulation No 40/94, in that it was not given
any opportunity to submit observations on the results of an internet search made by the Board of Appeal and
referred to by it in a footnote to paragraph 12 of the contested decision.

38. OHIM denies that the Board of Appeal infringed Article 73 of Regulation No 40/94.

Findings of the Court

39. According to Article 73 of Regulation No 40/94, decisions of OHIM are to be based only on reasons or
evidence on which the parties concerned have had an opportunity to present their comments.

40. It is not in dispute that the internet search referred to in the contested decision was not communicated to
the applicant.

41. However, that fact is not such as to lead to the annulment of the contested decision. It was as a result of
reasoning independent of that reference to an internet search, reasoning which was, moreover, already known
to the applicant since it had been adopted by the Examiner, that the Board of Appeal arrived at the
conclusion, in the contested decision, that the mark applied for is intrinsically devoid of distinctive character.
The reference in question to the internet search was made only to confirm the accuracy of that finding.

42. In those circumstances, the plea in law alleging infringement of Article 73 of Regulation
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No 40/94 must be rejected.

43. In the light of all the foregoing considerations, the present action must be dismissed as unfounded.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. The Sunrider Corp. v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Opposition proceedings - Earlier word mark VITAFRUT - Application for Community word mark

VITAFRUIT - Genuine use of the earlier trade mark - Similarity of products - Article 8(1)(b), Article
15 and Article 43(2) and (3) of Regulation No 40/94. Case T-203/02.

In Case T-203/02,

The Sunrider Corp., established in Torrance, California (United States), represented by A. Kockläuner, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen, acting as Agent,

defendant,

ACTION brought against the decision of the First Board of Appeal of OHIM of 8 April 2002 (Case R
1046/2000-1), relating to opposition proceedings between Juan Espadafor Caba and The Sunrider Corp.,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar : M. J. Plingers, Administrator,

having regard to the application and reply lodged at the Court Registry on 2 July 2002 and

27 March 2003,

having regard to OHIM's response and the rejoinder lodged at the Court Registry on 23 October 2002 and

23 June 2003,

following the hearing on

3 December 2003,

gives the following

Judgment

Costs

69. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM in accordance with the form of order sought by the latter.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;
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2. Orders the applicant to pay the costs.

Facts

1. On 1 April 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade marks and Designs) (OHIM') under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark for which registration was sought is the word mark VITAFRUIT.

3. The products in respect of which registration of the trade mark was sought are in classes 5, 29 and 32 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, after subsequent amendments
to the application for a trade mark by letters from the applicant of 30 July and 14 December 1998, for each
class respectively to the following description:

- Class 5: Medicaments, pharmaceutical and chemical preparations for hygiene; dietetic substances and
nutritional replacement adapted for medical use; food for babies; preparations on the basis of vitamins, trace
elements and/or minerals for dietetic purposes or as nutritional supplementation; nutritional concentrates or
nutritional supplements on the basis of herbs, herbal teas, all for health care purposes';

- Class 29: Meat, fish, non-living mollusc and crustacean, poultry and game; meats and sausages, seafood,
poultry and game, also preserved or deep-frozen; fruits and vegetable (including mushrooms and potatoes,
especially french fries and other potato products) preserved, deep-frozen, dried, boiled or prepared for
immediate consumption; soups or soup preserves; delicatessen salads; dishes of meat, fish, poultry, game and
vegetable, also deep-frozen; eggs; meat- and bouillon extracts; vegetable extracts and preserved herbs for the
kitchen; non-medical nutritional concentrates or nutritional supplements on herbal basis, herbal food, also in
form of snack bars';

- Class 32: Beers; mineral and aerated waters and other non-alcoholic drinks; fruit and vegetable drinks, fruit
juices; syrups and other preparations for making beverages; herbal and vitamin beverages'.

4. The application was published in the Community Trade Marks Bulletin , No 2/98, on 5 January 1998.

5. On 1 April 1998, the other party to the proceedings before the Board of Appeal filed a notice of opposition
under Article 42(1) of Regulation No 40/94 against registration of the trade mark in respect of all the products
referred to in the trade-mark application. The opposition was based on the fact that a trade mark had already
been registered in Spain, the date of priority for which was 19 October 1960. That trade mark (the earlier
trade mark'), which consists of the word mark VITAFRUT, was registered in respect of products falling within
classes 30 and 32 of the Nice Agreement and corresponding to the following description: Non-alcoholic and
non-therapeutic carbonic drinks, non-therapeutical cold beverages of all kind[s], gaseous, granulated
effervescent; fruit and vegetable juices without fermentation (except must), lemonades, orangeades, cold
beverages (except orgeat), soda water, Seidlitz water and artificial ice'.

6. In support of its opposition, the other party to the proceedings before the Board of Appeal relied on the
relative ground for refusal set out in Article 8(1)(b) of Regulation No 40/94.

7. By letter of 21 October 1998, the applicant requested that the other party to the proceedings before the
Board of Appeal should furnish proof, in accordance with Article 43(2) and (3) of Regulation No 40/94, that,
during the period of five years preceding the date of publication of the Community trade-mark application, the
earlier trade mark had been put to genuine use in the Member State in which it was protected. By letter of 26
November 1998 the OHIM Opposition Division (the Opposition

© An extract from a JUSTIS database



62002A0203 European Court reports 2004 Page II-02811 3

Division') called upon the other party to the proceedings before the Board of Appeal to furnish such proof
within two months.

8. On 22 January 1999, the other party to the proceedings before the Board of Appeal provided OHIM with
(i) six bottle labels on which the earlier trade mark was displayed and (ii) 14 invoices and orders, 10 of
which dated from before 5 January 1998.

9. By decision of 23 August 2000 the Opposition Division rejected the trade-mark application under the first
sentence of Article 43(5) of Regulation No 40/94 in respect of mineral and aerated waters and other
non-alcoholic drinks; fruit and vegetable drinks, fruit juices; syrups and other preparations for making
beverages; herbal and vitamin beverages'. In so far as it refused to register the trade mark, it held, first, that
the evidence produced by the other party to the proceedings before the Board of Appeal showed that the
earlier trade mark had been put to genuine use under Article 43(2) and (3) of Regulation No 40/94 in respect
of fruit and vegetable juices without fermentation, lemonades, orangeades'. Second, the Opposition Division
took the view that those products were in part identical with, and in part similar to, the products identified as
mineral and aerated waters and other non-alcoholic drinks; fruit and vegetable drinks, fruit juices; syrups and
other preparations for making beverages; herbal and vitamin beverages', referred to in the trade-mark
application, and that there was a likelihood of confusion for the purposes of Article 8(1)(b) of Regulation No
40/94 between the signs in question.

10. On 23 October 2000, the applicant filed a notice of appeal at OHIM under Article 59 of Regulation No
40/94 against the decision of the Opposition Division. The applicant sought, principally, partial annulment of
the decision in so far as it rejected the trade-mark application and, in the alternative, partial annulment of the
decision in so far as it rejected the trade-mark application in respect of products identified as herbal and
vitamin beverages'.

11. By decision of 8 April 2002 (the contested decision'), the OHIM First Board of Appeal dismissed the
appeal. In substance, it upheld the findings made by the Opposition Division in its decision, pointing out,
however, that use of the earlier trade mark had been proven only for products identified as juice concentrates'.

Forms of order sought

12. The applicant claims that the Court should:

- primarily, annul the contested decision;

- in the alternative, annul the contested decision to the extent that it dismissed the appeal in so far as the
appeal sought annulment of the Opposition Division's decision with regard to herbal and vitamin beverages';

- order OHIM to pay the costs.

13. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

14. In support of its application, the applicant raises two pleas in law. The first, on which its principal claim
is based, alleges infringement of Article 43(2) of Regulation No 40/94. That plea is divided into two parts, the
first alleging that OHIM took into account as genuine use of the earlier trade mark the use made thereof by a
third party, without it being proved that the consent of the proprietor of the trade mark had been obtained.
The second part of the plea alleges that OHIM misinterpreted the notion of genuine use. The second plea, on
which its alternative claim
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is based, alleges infringement of Article 8(1)(b) of Regulation No 40/94.

Plea alleging infringement of Article 43(2) of Regulation No 40/94

The first part of the plea: the Board of Appeal wrongly took into account the use of the trade mark made by
a third party

- Arguments of the parties

15. The applicant argues that it is apparent from the invoices produced by the other party to the proceedings
before the Board of Appeal that the earlier trade mark was used by the company Industrias Espadafor SA, and
not by the proprietor of the earlier trade mark himself, Juan Espadafor Caba. The other party to the
proceedings before the Board of Appeal is a natural person whilst the person which used the earlier trade
mark is a company. Furthermore, in the applicant's submission, the other party to the proceedings before the
Board of Appeal did not prove that consent to use of the earlier mark had been obtained from it, as proprietor
of that mark, for the purposes of Article 15(3) of Regulation No 40/94.

16. The applicant stated at the hearing that it had indicated in the documents that it submitted during the
proceedings before OHIM, dated 22 September 1999 and 22 December 2000, that the evidence produced by
the other party to the proceedings before OHIM did not prove genuine use of the earlier trade mark by that
party. It concludes from that that this part of the plea, which alleges infringement of Article 43 of Regulation
No 40/94, has not been put forward out of time.

17. OHIM submits that this part of the plea is inadmissible under Article 135(4) of the Rules of Procedure of
the Court of First Instance, since it was not raised either in the course of the opposition proceedings or before
the Board of Appeal.

18. As regards the substance of the plea, OHIM contends that where, in opposition proceedings, an opposing
party is in a position to provide proof that the earlier trade mark has been put to use, the inference may be
drawn that the proprietor of the mark consented to that use. Such a finding may be rebutted only when the
person applying for the mark explicitly contests it.

- Findings of the Court

19. Under Article 43(2) and (3) and Article 15(1) of Regulation No 40/94, opposition to registration of a
Community trade mark is rejected if the proprietor of the earlier trade mark at issue does not furnish proof
that the earlier mark has been put to genuine use by its proprietor during the period of five years preceding
the date of publication of the Community trade-mark application. However, if the proprietor of the earlier
trade mark successfully furnishes that proof, OHIM will examine the grounds for refusal advanced by the
opposing party.

20. Pursuant to Article 15(3) of Regulation No 40/94, in conjunction with Article 43(3) thereof, use of an
earlier national trade mark by a third party with the consent of the proprietor is deemed to constitute use by
the proprietor.

21. It must be stated at the outset that the Court of First Instance has already held that the extent of the
examination which the Board of Appeal is required to conduct with regard to the decision under appeal (in
this instance the Opposition Division's decision) does not depend upon whether or not the party bringing the
appeal has raised a specific ground of appeal with regard to that decision, criticising the interpretation or
application of a provision by the department at OHIM which heard the application at first instance, or upon
that department's assessment of a piece of evidence (see, to that effect, Case T-308/01 Henkel v OHIM - LHS
(UK) (KLEENCARE) [2003] ECR II-0000, paragraph 32). Therefore, even if the party bringing the appeal
before the Board of Appeal of OHIM has not raised a specific plea, the Board of Appeal is none the less
bound to examine whether or not, in the light of all the relevant matters of fact and of law, a new decision
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with the same operative part as the decision under appeal may be lawfully adopted at the time of the appeal
ruling (KLEENCARE , paragraph 29). That examination must include consideration of whether, in the light of
the facts and evidence put forward by the other party to the proceedings before the Board of Appeal, that
party has furnished proof of genuine use, either by the proprietor of the earlier trade mark or by an authorised
third party, for the purposes of Article 43(2)(and (3) and Article 15(3) of Regulation No 40/94. It follows that
the first part of this plea is admissible.

22. However, the relevance of the contention that the applicant did not dispute, before either the Opposition
Division or the Board of Appeal, that consent had been granted by the proprietor of the earlier mark pertains
to the examination of the merits.

23. As is apparent from the invoices submitted by the other party to the proceedings before the Board of
Appeal, sales of products under the earlier trade mark were made by Industrias Espadafor SA rather than by
the proprietor of the trade mark, although the latter's name also features in the name of the company in
question.

24. Where an opposing party maintains that the use of an earlier trade mark by a third party constitutes
genuine use for the purposes of Article 43(2) and (3) of Regulation No 40/94, he claims, by implication, that
he consented to that use.

25. As to the truth of what that implies, it is evident that, if the use of the earlier trade mark, as shown by
the invoices produced to OHIM, was without the proprietor's consent and consequently in breach of the
proprietor's trade-mark right, it would have been in Industrias Espadafor SA's interests, in the normal course
of events, not to disclose evidence of such use to the proprietor of the trade mark in question. Consequently,
it seems unlikely that the proprietor of a trade mark would be in a position to submit proof that the mark had
been used against his wishes.

26. There was all the more reason for OHIM to rely on that presumption given that the applicant did not
dispute that the earlier trade mark had been put to use by Industrias Espadafor SA with the opposing party's
consent. It is not sufficient that the applicant argued generally in the course of the proceedings before OHIM
that the evidence produced by the opposing party was not adequate to establish genuine use by the latter.

27. It is apparent from the documents before the Court that the applicant made very specific criticism of the
alleged fact that the volume of sales entailed by the use shown was too low and of the quality of the
evidence adduced. However, nothing in the documents submitted by the applicant during the proceedings
before OHIM allows the inference to be drawn that the applicant drew OHIM's attention to the fact that the
trade mark had been used by a third party or that it expressed doubts as to whether the proprietor of the trade
mark had consented to that use.

28. Those factors formed a sufficiently firm basis to allow the Board of Appeal to conclude that the earlier
trade mark had been used with its proprietor's consent.

29. It follows that the first part of the plea alleging infringement of Article 43(2) and (3) of Regulation No
40/94 must be rejected as unfounded.

The second part of the plea, alleging that the Board of Appeal misinterpreted the notion of genuine use

- Arguments of the parties

30. The applicant asserts, first, that the labels produced by the other party to the proceedings before the Board
of Appeal should not have been relied on as evidence, since they do not bear dates. Furthermore, the
applicant points out that the other party did not produce any evidence to show that those labels were actually
used during the relevant period in the marketing in Spain of the products designated by the earlier trade mark.
At the hearing the applicant explained that the
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other party to the proceedings before the Board of Appeal should have supplemented the evidence produced
with an affidavit stating that the labels were used on the Spanish market during the relevant period.

31. Second, the applicant submits that the Board of Appeal was wrong in finding that the scale of use of the
earlier trade mark, as shown by the evidence produced by the other party to the proceedings before the Board
of Appeal, was significant enough to give grounds for finding that the mark had been put to genuine use for
the purposes of Article 43(2) of Regulation No 40/94. In that regard, it observes that the other party to the
proceedings before the Board of Appeal did not produce an affidavit showing the annual turnover of product
sales made under the earlier trade mark. Furthermore, the invoices produced by that party show only that
product sales made under that mark amounted to approximately EUR 5 400 for all the relevant period. At the
hearing the applicant reassessed that figure, stating that relevant product sales amounted to approximately EUR
3 500 in 1996 and EUR 1 300 in 1997.

32. Third, the applicant maintains that the invoices produced by the other party to the proceedings before the
Board of Appeal do not give any indication of the form in which the earlier trade mark was used.

33. Finally, the applicant submits that the contested decision is not consistent with the decision of the Fourth
Board of Appeal of OHIM of 26 September 2001 in Case R-578/2000-4 (HIPOVITON/HIPPOVIT), in which
account was taken of the relationship of the turnover for sales made under the earlier trade mark to the total
annual turnover of the undertaking using the mark.

34. OHIM contends, as regards the nature of the use of the earlier trade mark and the place of use, that it is
clear from the material filed that the mark was used in the relevant territory, namely Spain, as a word mark
and, therefore, in the form in which it was registered.

35. As regards the scale of the use of the earlier trade mark, OHIM recognises that the volume of sales made
under the earlier trade mark throughout the relevant period is not high, and that, additionally, the invoices
produced relate only to sales to a single customer. However, OHIM submits that sufficient use was made of
the earlier trade mark for the use to be regarded as genuine.

- Findings of the Court

36. As is clear from the ninth recital in the preamble to Regulation No 40/94, the legislature considered there
to be no justification for protecting an earlier trade mark except where the mark has actually been used. In
keeping with that recital, Article 43(2) and (3) of Regulation No 40/94 provides that an applicant for a
Community trade mark may request proof that the earlier mark has been put to genuine use in the territory
where it is protected during the five years preceding the date of publication of the Community trade-mark
application against which an opposition has been filed (Case T-39/01 Kabushiki Kaisha Fernandes v OHIM -
Harrison (HIWATT) [2002] ECR II-5233, paragraph 34).

37. Under Rule 22(2) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Council Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1), evidence of use
must concern the place, time, extent and nature of use of the earlier trade mark. However, the opposing party
is not obliged to submit an affidavit concerning the sales made under the earlier trade mark. Articles 43(2)
and 76 of Regulation No 40/94 and Rule 22(3) of Regulation No 2868/95 leave it to the opposing party to
select the form of evidence which he considers suitable for the purpose of establishing that the earlier trade
mark was put to genuine use during the relevant period. Therefore, the applicant's complaint about the failure
to submit an affidavit concerning the total turnover resulting from sales of the products made under the earlier
trade mark must be rejected.

38. In interpreting the notion of genuine use', account must be taken of the fact that the ratio
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legis of the provision requiring that the earlier mark must have been put to genuine use if it is to be capable
of being used in opposition to a trade-mark application is to restrict the number of conflicts between two
marks, where there is no good commercial justification deriving from active functioning of the mark on the
market (Case T-174/01 Goulbourn v OHIM - Redcats (Silk Cocoon) [2003] ECR II-789, paragraph 38).
However, the purpose of the provision is not to assess commercial success or to review the economic strategy
of an undertaking, nor is it intended to restrict trade-mark protection to the case where large-scale commercial
use has been made of the marks.

39. As is apparent from the judgment of the Court of Justice in Case C40/01 Ansul [2003] ECR I-2439
concerning the interpretation of Article 12(1) of Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), the provisions of
which correspond in essence to those of Article 43(2) of Regulation No 40/94, there is genuine use of a trade
mark where the mark is used in accordance with its essential function, which is to guarantee the identity of
the origin of the goods or services for which it is registered, in order to create or preserve an outlet for those
goods or services; genuine use does not include token use for the sole purpose of preserving the rights
conferred by the mark (Ansul , paragraph 43). In that regard, the condition relating to genuine use of the
trade mark requires that the mark, as protected on the relevant territory, be used publicly and outwardly
(Ansul , paragraph 37, and Silk Cocoon v OHIM , paragraph 39).

40. When assessing whether use of the trade mark is genuine, regard must be had to all the facts and
circumstances relevant to establishing whether the commercial exploitation of the mark is real, particularly
whether such use is viewed as warranted in the economic sector concerned to maintain or create a share in the
market for the products or services protected by the mark, the nature of those products or services, the
characteristics of the market and the scale and frequency of use of the mark (Ansul , paragraph 43).

41. As to the extent of the use to which the earlier trade mark has been put, account must be taken, in
particular, of the commercial volume of the overall use, as well as of the length of the period during which
the mark was used and the frequency of use.

42. To examine, in a particular case, whether an earlier trade mark has been put to genuine use, an overall
assessment must be carried out, which takes into account all the relevant factors of the particular case. That
assessment entails a degree of interdependence between the factors taken into account. Thus, the fact that
commercial volume achieved under the mark was not high may be offset by the fact that use of the mark was
extensive or very regular, and vice versa. In addition, the turnover and the volume of sales of the product
under the earlier trade mark cannot be assessed in absolute terms but must be looked at in relation to other
relevant factors, such as the volume of business, production or marketing capacity or the degree of
diversification of the undertaking using the trade mark and the characteristics of the products or services on
the relevant market. As a result, the Court has stated that use of the earlier mark need not always be
quantitatively significant in order to be deemed genuine (Ansul , paragraph 39).

43. In the light of the foregoing, it is appropriate to consider whether OHIM was right to find that the
evidence produced by the other party to the proceedings before it established that the earlier trade mark had
been put to genuine use.

44. Since the application for a Community trade mark filed by the applicant was published on 5 January
1998, the period of five years referred to in Article 43(2) of Regulation No 40/94 runs from 5 January 1993
to 4 January 1998 (the relevant period').

45. As is clear from Article 15(1) of Regulation No 40/94, only trade marks genuine use of which has been
suspended during an uninterrupted period of five years are subject to the sanctions provided
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for by the regulation. Accordingly, it is sufficient that a trade mark should have been put to genuine use
during a part of the relevant period for it not to be subject to the sanctions.

46. The invoices submitted by the other party to the proceedings before OHIM establish that the trade mark
was put to use between the end of May 1996 and the middle of May 1997, a period of eleven and a half
months.

47. They also show that the deliveries were made to a customer in Spain and that they were invoiced in
Spanish pesetas. It follows that the products were intended for the Spanish market, which was the relevant
market.

48. The value of the volume of sales of the product amounts to no more than EUR 4 800, corresponding to
the sale of 293 units, identified as cajas' (cases) in the invoices, of 12 items each, or 3 516 items in total, the
price per unit without value added tax being ESP 227 (EUR 1.36). Although the volume of sales is relatively
low, the invoices submitted suggest that the products to which they refer were marketed relatively regularly
throughout a period of over 11 months, a period which is neither particularly short nor particularly close to
the publication of the Community trade-mark application filed by the applicant.

49. The sales in question constitute use which objectively is such as to create or preserve an outlet for the
products concerned and which entails a volume of sales which, in relation to the period and frequency of use,
is not so low that it may be concluded that the use is merely token, minimal or notional for the sole purpose
of preserving the rights conferred by the mark.

50. The same is true of the fact that the invoices were made out to a single customer. It is sufficient that the
trade mark is used publicly and outwardly and not solely within the undertaking which owns the earlier trade
mark or within a distribution network owned or controlled by that undertaking. In this instance, the applicant
has not maintained that the addressee of the invoices belongs to the other party to the proceedings before
OHIM and none of the circumstances of the case suggests that that is so. Therefore, there is no need to rely
on the argument advanced by OHIM at the hearing that the customer is a major supplier of Spanish
supermarkets.

51. As to the nature of the use to which the earlier trade mark was put, the products to which the invoices
refer are identified as concentrado' (concentrate), followed, first, by a description of the flavour (kiwi', menta'
(mint), granadina' (grenadine), maracuya' (passion fruit), lima' (lime) and azul trop.') and, second, by the word
vitafrut' in inverted commas. That name suggests that the products concerned are concentrated fruit juices or
juice concentrates of various fruits.

52. Furthermore, it can be seen from the labels produced by the other party to the proceedings that what is at
issue are concentrated juices of various fruits, intended for end consumers, and not juice concentrates intended
for manufacturers producing fruit juices. Thus, the labels include a description bebida concentrada para diluir
1 + 3' (concentrated drink to be diluted 1 + 3'), the drink being evidently intended for the end consumer.

53. As the applicant has stated, the labels bear no date. Therefore, the issue as to whether labels usually bear
dates, a proposition advanced by the applicant and challenged by OHIM, is irrelevant. However, although the
labels alone are not decisive, they are capable of supporting other evidence produced in the course of the
proceedings before OHIM.

54. It follows that the other party to the proceedings before the Board of Appeal furnished proof that sales
were made, with its consent, to a Spanish customer during the period from May 1996 to May 1997 of around
300 units of 12 items each of concentrated juices of various fruits, representing sales of approximately EUR 4
800. Although the scale of the use to which the earlier trade mark was put is limited and although it might be
preferable to have more evidence relating to the nature
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of the use during the relevant period, the facts and evidence put forward by the other party to the proceedings
are sufficient for a finding of genuine use. Consequently, OHIM was right to find, in the contested decision,
that the earlier trade mark was put to genuine use in respect of some of the products for which it was
registered, namely for fruit juices.

55. As regards the alleged inconsistency between the contested decision and the decision of the Fourth Board
of Appeal of OHIM in Case R 578/2000-4 (HIPOVITON/HIPPOVIT), it should be noted that that decision
has been annulled by the judgment of this Court of... in Case T-334/01 MFE Marienfelde v OHIM -
Vétoquinol (HIPOVITON) , not yet published in the ECR.

56. In the light of the foregoing, the second part of this plea is unfounded. It follows that the principal claim
seeking annulment of the contested decision must be rejected.

57. Since the first plea in law is unfounded, it is necessary to consider the alternative claim seeking partial
annulment of the contested decision on the ground that Article 8(1)(b) of Regulation No 40/94 was infringed.

The plea alleging infringement of Article 8(1)(b) of Regulation No 40/94

- Arguments of the parties

58. The applicant submits that the products in respect of which the earlier trade mark has been put to genuine
use, juice concentrates', and the products described in the trade-mark application as herbal and vitamin
beverages' are, at best, only remotely similar.

59. First, the products are different in nature, since juice concentrates are generally made from fruit, whilst
herbal and vitamin beverages' are made from water and either herbs or synthetic components. Furthermore,
production of those different products also requires different machinery and facilities and specialised
know-how.

60. Second, the products serve different purposes: juice concentrates are intended to be used in the production
of refreshing drinks, whilst herbal and vitamin beverages are used mainly for dietetic, beauty and/or health
care purposes.

61. The differences between the products are reflected in the fact that they are intended for different
purchasers, manufacturers producing fruit juices in the case of juice concentrates and end consumers in the
case of herbal and vitamin beverages. Nevertheless, in so far as juice concentrates are also bought by end
consumers, the applicant submits that there are different distribution channels for those products, on the one
hand, and for herbal and vitamin beverages, on the other hand. In the applicant's submission, juice
concentrates are sold in supermarkets, whereas vitamin and herbal beverages are more likely to be sold in
drugstores or health-food shops. Even in the event of both types of product being sold in the same shop, they
would be offered for sale in different sections of the shop.

62. OHIM considers both juice concentrates and fruit juices to be similar to the products described as herbal
and vitamin beverages' in the trade-mark application.

- Findings of the Court

63. Upon opposition by the proprietor of an earlier trade mark, a trade mark is not to be registered, pursuant
to Article 8(1)(b) of Regulation No 40/94, if the products or services for which registration is sought are
identical with or similar to those for which an earlier trade mark is registered and if the degree of similarity
between the marks concerned is sufficient for it to be considered that there is a likelihood of confusion on the
part of the public in the territory in which the earlier trade mark is protected. Furthermore, under Article
8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means trade marks registered in a Member State, with
a date of application for registration
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which is earlier than the date of application for registration of the Community trade mark.

64. In this instance, the applicant is challenging the findings of the Board of Appeal only in relation to the
question as to whether the products described in the trade-mark application as herbal and vitamin beverages'
are identical with or similar to the products in respect of which the earlier trade mark was put to use, namely
fruit juices' (paragraphs 19 and 20 of the contested decision).

65. It has been held that in order to assess the similarity of the products or services concerned, all the
relevant features of the relationship between those products or services should be taken into account, including
their nature, their end users, their method of use and whether they are in competition with each other or are
complementary (Case C-39/97 Canon [1998] ECR I-5507, paragraph 23).

66. In this instance, as stated in paragraph 52 above, the earlier trade mark was used for concentrated fruit
juices, intended for end consumers, and not for fruit juice concentrates, intended for manufacturers producing
fruit juices. Therefore, the applicant's argument that the products concerned are intended for different
purchasers, namely manufacturers in the case of juice concentrates and end consumers in the case of herbal
and vitamin beverages, must be rejected.

67. Next, the Board of Appeal rightly stated that the products concerned share the same purpose, that of
quenching thirst, and that to a large extent they are in competition. As to the nature and use of the products
at issue, in both cases the products concerned are non-alcoholic beverages normally drunk cold, the ingredients
being admittedly different in most cases. The fact that their ingredients differ does not, however, affect the
finding that they are interchangeable because they are intended to meet an identical need.

68. It follows that the Board of Appeal did not make an error of assessment in finding that the products
concerned are similar. This plea is therefore unfounded and consequently the alternative claim must also be
rejected.
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mark DIESELIT - Relative ground for refusal - Likelihood of confusion - Article 8(1)(b) of Regulation
(EC) No 40/94. Case T-186/02.

In Case T-186/02,

BMI Bertollo Srl, established in Pianezze San Lorenzo (Italy), represented by F. Tedeschini, M. Pinnaro, P.
Santer, V. Corbeddu and M. Bertuccelli, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto, acting as Agent,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the OHIM of 19 March 2002 (Case R
525/2001-3), concerning an opposition procedure between BMI Bertollo Srl and Diesel SpA,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Court Registry on

14 June 2002,

having regard to the response lodged at the Court Registry on

8 November 2002,

having regard to the response lodged by the intervener, Diesel SpA, lodged at the Court Registry on 31
October 2002,

and further to the hearing on

4 February 2004,

gives the following

Judgment

Costs

74. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been asked for in the successful party's pleadings. Since the applicant
has been unsuccessful it must be ordered to pay the costs of the Office and the intervener, in accordance with
the forms of order sought by them.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)
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hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 17 July 1998, BMI Bertollo SpA filed an application under Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for registration of a
Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (the
Office').

2. The trade mark in respect of which registration was sought is the sign reproduced below which, according
to the description of the colours contained in the application, is red.

>image>0

3. The goods in respect of which registration of the mark was sought are in Classes 7, 11 and 21 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:

- Class 7: Flat irons';

- Class 11: Steam irons (not machines or parts of machines)';

- Class 21: Ironing boards'.

4. The application was published in Community Trade Marks Bulletin No 55/99 of 12 July 1999.

5. On 7 October 1999, Diesel SpA filed a notice of opposition under Article 42 of Regulation No 40/94
against the registration of that Community trade mark. The notice was filed in respect of all the goods
covered in the application for registration of the mark. The ground relied on in support of the opposition was
that referred to in Article 8(1)(b) of Regulation No 40/94. The basis of the opposition was the existence, first,
of a national trade mark No 686092, registered in Italy on 23 August 1996 to designate all goods and services
in Classes 1 to 42 of the Nice Agreement, cited above, and, secondly, of a Community trade mark No
743401, registered on 27 April 1999, to designate all goods in Classes 11, 19, 20 and 21 of that Agreement.
Those two earlier trade marks (hereinafter the earlier marks') consist of the word mark DIESEL.

6. The opposition was based on part of the goods and services covered by the earlier marks, namely:

- Class 7: Machines and machine tools; motors and engines (except for land vehicles); machine coupling and
transmission components (except for land vehicles); agricultural implements other than hand-operated;
incubators for eggs';

- Class 11: Apparatus for lighting, heating, steam generating, cooking, refrigerating, drying, ventilating, water
supply and sanitary purposes';

- Class 21: Household or kitchen utensils and containers (not of precious metal or coated therewith); combs
and sponges; brushes (except paint brushes); brush-making materials; articles for cleaning purposes; steelwool;
unworked or semi-worked glass (except glass used in building); glassware, porcelain and earthenware not
included in other classes'.

7. By decision of 28 February 2001, the Opposition Division upheld the opposition and accordingly refused
registration of the mark applied for, on the ground that there was a likelihood of confusion in Italy in relation
to the goods covered by Classes 11 and 21 and that, given the high degree
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of similarity between the signs and the interdependence between signs and goods in the assessment of the
likelihood of confusion, there was also a likelihood of confusion in relation to the applicant's flat irons' which
possess a degree of similarity to the intervener's goods.

8. On 8 May 2001, the applicant filed an appeal, pursuant to Article 59 of Regulation No 40/94, with the
Office against the decision of the Opposition Division.

9. By decision of 19 March 2002 (hereinafter the contested decision'), the Third Board of Appeal dismissed
the appeal. In essence, the Board considered that, having regard to the intrinsic nature of the earlier marks and
the high degree of similarity between the marks, as well as to the fact that the goods claimed were identical
or similar, there was a likelihood of confusion in terms of Article 8(1)(b) of Regulation No 40/94 on the part
of the relevant public in the territory in which the earlier marks are protected.

Forms of order sought

10. The applicant claims that the Court should:

- annul the contested decision;

- grant the application for a Community trade mark.

11. The Office claims that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

12. The intervener claims that the Court should:

- uphold the contested decision and dismiss the application for registration of the DIESELIT mark;

- order the applicant to pay the costs.

13. At the hearing, the applicant abandoned the second head of its claim, seeking an order for registration of
the mark applied for. The Court took formal notice of that fact in the minutes of the hearing.

Law

14. The applicant essentially relies on three pleas in law, alleging infringement of Article 8(1)(b) of
Regulation No 40/94, infringement of Article 43(2) and (3) of that regulation and, in the alternative,
infringement of Article 7(1) of that regulation.

The first plea, alleging infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

15. The applicant argues, first, that, contrary to the findings of the Board of Appeal, the DIESEL earlier
marks do not possess a particularly high degree of distinctiveness in relation to the type of goods covered by
those marks.

16. According to the applicant, even if a term in common use, such as the word diesel', does not bear any
direct lexical connection with certain of the goods claimed, such as clothes, it may on the other hand suggest
a conceptual or lexical connection when it relates to goods belonging to other classes also claimed for the
same sign, for example types of machine, as the word diesel' refers to a type of engine. According to the
applicant, the Board of Appeal should have considered the descriptive scope of the DIESEL sign for the
goods covered by Classes 7, 11 and 21, which include motors and engines', machine coupling and
transmission components', agricultural implements'
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and apparatus for lighting, heating, steam generating, water supply', and should have accepted that there is a
lexical connection or descriptive connotation for those goods.

17. Therefore, according to the applicant, a mark consisting of the word diesel', when associated with utensils
or tools which are machines', acquires a generic and purely descriptive connotation which suggests a wholly
natural and commonplace connection between the goods and the sign. A descriptive mark is a weak mark with
a lesser degree of distinctiveness, and thus entitled to a lesser degree of protection in the event of alleged
confusion with another mark. In particular, a weak mark is not entitled to exclusive and complete protection
where variants or amendments relating to a term in common use are added to the sign in question, as with the
DIESELIT sign in the present case. The applicant refers to its national caselaw, according to which weak
marks are signs which are conceptually connected with goods or comprise terms in common use which cannot
be the subject of an exclusive and complete right of appropriation. The applicant states that the wider field of
application of the Community mark means that there should be an even stricter prohibition on registering
names and generic and descriptive signs which form part of the vocabulary of the different Member States.

18. The applicant adds that, for the relevant section of the public, comprising, for example, housewives who
usually have no experience of motors or engines of any kind, the DIESEL sign, when associated with utensils
and domestic appliances, is capable of evoking a purely descriptive connection.

19. According to the applicant, for a mark to be characterised as strong, there must be no relationship in the
minds of consumers between that mark and the terms designating the goods to which it is applied. To be
entitled to protection, a mark should not be the same as either the generic description of the goods covered by
it or the description of different goods which consumers could none the less equate to or associate with the
former goods.

20. It follows, according to the applicant, that the finding that the DIESEL earlier marks are strong marks
even though they are associated with goods which could, in the mind of the relevant section of the public,
evoke a connection with the meaning of the word, presupposes a comparison, on a product by product basis,
to which the Board of Appeal referred, but which it did not carry out.

21. The formulation of a principle without any explanation renders the contested decision unlawful on the
ground of inadequate reasoning. The applicant claims that it cannot identify the basis on which the principle
so laid down was applied, and that it is impossible to establish the reasoning which led to the contested
decision.

22. Secondly, the applicant claims that there is no aural or visual similarity between the mark applied for and
the earlier marks.

23. As regards an aural comparison, the word DIESELIT could, particularly in the case of the public in
question, be pronounced in two ways (as di:eizelit' or di:zelit'). According to the applicant, as the Italian
language has aphonic accents, the word would, in every case and irrespective of its Italian or Anglo-Saxon
pronunciation, be pronounced in a completely different way from the word diesel'. Were it desired to show all
the voiceless and non-visible accents which Italian grammar requires in the pronunciation of the word diesel',
it would be necessary to write it as di:zel', whereas the word dieselit' would need to be written as di:eizelit'.

24. As regards a visual comparison, the applicant observes that the earlier marks are represented in a basic
and ordinary typeface (Times New Roman), while the word DIESELIT is represented using quite different
characters.

25. Thirdly, the applicant challenges the findings in the contested decision as to the alleged
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similarity of the goods.

26. The applicant argues in that regard that the difference between steam irons (not machines or parts of
machines)' and steam generating apparatus', the category in which the Board of Appeal included the goods
claimed by the applicant, is plain as the former do not generate steam unless they are associated with a
machine designed for that purpose.

27. The applicant also challenges the association of an ironing board' with household or kitchen utensils and
containers'. It challenges too the alleged complementary relationship between a flat iron' and an ironing board'.
Such a relationship does not exist when they are acquired, but only when they are used.

28. Lastly, the applicant contests the finding of the Board of Appeal that the word dieselit' could be perceived
by consumers as the Italian version or the web version of the DIESEL mark. Consumers of flat irons or of
household utensils are not directly concerned by internet marketing. Moreover, as the reputation of the
DIESEL marks relates to sectors distinct from those considered in this case, that is to say sportswear and
young persons' clothing, it therefore concerns a category of consumers which is not in any way the same as
the section of the public which is concerned by household utensils.

29. The Office submits that the Board of Appeal was right to consider that, having regard to the intrinsic
nature of the earlier marks and their high degree of similarity, as well as the fact that the goods claimed are
identical or similar, there was a likelihood of confusion on the part of the relevant public in the territory in
which the earlier marks are protected.

30. The Office is of the view that the signs involved in the dispute, DIESEL and DIESELIT, bear no
distinctive character in relation to the goods in question, which are identical or at least very similar.
Accordingly, the DIESEL earlier marks could be regarded as strong marks in relation to the goods in
question.

31. The intervener states, first, that its marks have acquired a considerable worldwide reputation over the years
for casual clothing. They were subsequently extended to numerous other categories of goods, as the intervener
increased and diversified its production. However, it states that its opposition was based on the existence of
two previous registrations and not on its reputation, to which it has made reference only in the light of the
proceedings before the Board of Appeal.

32. As regards the determination of the relevant section of the public, the intervener submits that this may
involve different parties, a majority of whom may be female, but none the less not only housewives or people
who have no knowledge of engines. It cannot therefore be accepted that in buying a flat iron, a steam iron or
an ironing board, the average consumer might think that those items were equipped with a diesel engine or
were powered by diesel fuel. Furthermore, given the importance of the internet, and the reputation of the
DIESEL marks, the suffix IT' in the sign DIESELIT could be interpreted by most people as the internet
version of DIESEL.

Findings of the Court

33. Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, a trade mark applied for is not to be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected'.
It also states that the likelihood of confusion includes the likelihood of association with the earlier trade mark'.
Moreover, under Article 8(2)(a)(i) and (ii) of Regulation No 40/94, earlier trade marks mean Community trade
marks and trade marks registered in a Member State, where the date of application for registration is
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earlier than the date of application for registration of the Community trade mark.

34. According to the case-law of the Court of Justice on the interpretation of Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40,
p. 1), and the case-law of the Court of First Instance on Regulation No 40/94, the risk that the public might
believe that the goods or services in question come from the same undertaking or, as the case may be, from
economically-linked undertakings, constitutes a likelihood of confusion (Case C39/97 Canon [1998] ECR
I-5507, paragraph 29; Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 17; Case
T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR II-4359, paragraph 25).

35. The likelihood of confusion in the mind of the public must be assessed globally, taking into account all
factors relevant to the circumstances of the case (Case C251/95 SABEL [1997] ECR I-6191, paragraph 22;
Canon , cited in paragraph 34 above, paragraph 16; Lloyd Schuhfabrik Meyer , cited in paragraph 34 above,
paragraph 18; Case C425/98 Marca Mode [2000] ECR I-4861, paragraph 40; Fifties , cited in paragraph 34
above, paragraph 26).

36. That global assessment implies some interdependence between the factors taken into account, and in
particular similarity between the trade marks and between the goods or services covered. Accordingly, a lesser
degree of similarity between the goods or services covered may be offset by a greater degree of similarity
between the marks, and vice versa (Canon , cited in paragraph 34 above, paragraph 17, and Lloyd
Schuhfabrik Meyer , cited in paragraph 34 above, paragraph 19). The interdependence of these factors is
expressly referred to in the seventh recital in the preamble to Regulation No 40/94, according to which the
concept of similarity is to be interpreted in relation to the likelihood of confusion, the assessment of which
depends on numerous elements and, in particular, on the recognition of the trade mark on the market, the
association which can be made with the used or registered sign, the degree of similarity between the mark and
the sign and between the goods or services identified (Fifties , cited in paragraph 34 above, paragraph 27).

37. It is also clear from the case-law that the more distinctive the earlier mark, the greater will be the
likelihood of confusion (SABEL , cited in paragraph 35 above, paragraph 24, and Canon , cited in paragraph
34 above, paragraph 18), and such a high degree of distinctiveness must be established either in the light of
the intrinsic qualities of the mark or owing to the reputation associated with it (Canon , cited in paragraph 34
above, paragraph 18; Case T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY) [2003] ECR
II-43, paragraph 34, and Case T311/01 EditionsAlbert René v OHIM - Trucco (Starix) [2003] ECR II0000,
paragraph 42).

38. Moreover, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL , cited in
paragraph 35 above, paragraph 23, and Lloyd Schuhfabrik Meyer , cited in paragraph 34 above, paragraph
25). For the purposes of that global assessment, the average consumer of the goods concerned is deemed to be
reasonably wellinformed and reasonably observant and circumspect. In addition, account should be taken of
the fact that the average consumer only rarely has the chance to make a direct comparison between the
different marks but must place his trust in the imperfect picture of them that he has kept in his mind. It
should also be remembered that the average consumer's level of attention is likely to vary according to the
category of goods or services in question (Lloyd Schuhfabrik Meyer , cited in paragraph 34 above, paragraph
26).

39. In this case, the DIESEL sign is registered in Italy as a national trade mark for all goods and services in
Classes 1 to 42, and registered with the Office as a Community trade mark for all goods in Classes 11, 19,
20 and 21. The goods referred to in the application for a Community trade mark are in Classes 7, 11 and 21.
Therefore, the relevant territory for analysing the likelihood
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of confusion is the whole of the Community, for goods in Classes 11 and 21, and Italy, for goods in Class 7.
In addition, as the goods in question are everyday consumer products, the target public is the average
consumer, who is deemed to be reasonably wellinformed and reasonably observant and circumspect.

40. Having regard to the above, a comparison should be undertaken, first, between the goods concerned and,
secondly, between the signs involved in the dispute.

- Comparison of the goods

41. As regards a comparison of the goods in question, it should be noted that the caselaw of the Court of
Justice provides that in assessing the similarity of the goods or services concerned all the relevant factors
which characterise the relationship between them should be taken into account. Those factors include, inter
alia, their nature, their end users and their method of use and whether they are in competition with each other
or are complementary (Canon , cited in paragraph 34 above, paragraph 23).

42. As the intervener's application for registration of its trade mark in Italy referred to the headings of all the
classes, its national registration clearly covers all goods capable of being comprised within those classes.
Similarly, its Community registration covers all goods capable of being comprised within the classes applied
for at the Community level, that is to say Classes 11, 19, 20 and 21, given that the intervener referred to
those classes in its application. Accordingly, the goods in question must be treated as identical for the
purposes of assessing the likelihood of confusion.

43. It must therefore be held, as the Board of Appeal found at paragraph 16 of the contested decision, that the
goods covered by the mark applied for and those covered by the earlier marks are identical or similar.

- Comparison of the signs

44. As regards a comparison of the signs, it is clear from the case-law that the global assessment of the
likelihood of confusion must, as regards the visual, aural or conceptual similarity of the marks in question, be
based on the overall impression created by them, bearing in mind, in particular, their distinctive and dominant
components (SABEL , cited in paragraph 35 above, paragraph 23, and Lloyd Schuhfabrik Meyer , cited in
paragraph 34 above, paragraph 25).

45. It is therefore necessary to consider whether the degree of similarity of the signs in question is sufficiently
high for there to be a finding of a likelihood of confusion between them. To that end, the two signs are set
out below:

>image>1

Mark applied for (red)

>lt>0

46. As regards a visual comparison, it should be noted that the whole of the DIESEL sign is contained in the
DIESELIT mark applied for. The latter includes a supplementary verbal component compared with the earlier
marks, namely the suffix IT'. The mere addition of the suffix IT' to the earlier marks is not sufficient to
remove the visual similarity of the two signs.

47. Furthermore, as the Board of Appeal and the intervener have pointed out, the figurative element of the
mark applied for is marginal. A graphic representation consisting of the reproduction in printed characters, of
a more or less commonplace and ordinary kind, coloured red, of the word dieselit' will not draw consumers'
attention to any figurative components of the mark applied for other than the letters of which it consists.
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48. The Board of Appeal was therefore correct in holding that the signs which are the subject of the dispute
are visually similar.

49. As regards an aural comparison, the Board of Appeal stated (at paragraph 23 of the contested decision):

... the IT suffix of the Community trade mark application does not alter the conceptual value of the DIESEL
mark which continues to be identifiable as the core of the applicant's mark. It is of little importance how the
word diesel is pronounced by the Italian consumer (die[di:] or di[di:e]): the word appears in both signs and
therefore the aural effect, with either pronunciation, is the same.'

50. The Board of Appeal was correct in its finding. The two signs have their first six letters in common
(namely the whole of the DIESEL sign) and those first six letters will be pronounced in the same way, both
in Italy (for Class 7) and elsewhere in the Community. Therefore, the addition of the suffix IT' in the
applicant's sign is not decisive in the aural comparison.

51. The signs which are the subject of the dispute are therefore aurally similar.

52. As regards a conceptual comparison of the signs which are the subject of the dispute, it should be noted
that the Board of Appeal did not undertake such a comparison as such, but restricted itself to assessing the
semantic content of the term diesel. It held in that respect that the DIESEL earlier marks, applied to the goods
in question, are marks which are inherently strong since they do not bear any connection from a conceptual
viewpoint with the goods they distinguish (paragraph 21 of the contested decision).

53. The Board of Appeal thus held that the earlier marks had a high degree of distinctiveness. It should be
noted that the high degree of distinctiveness of a trade mark must be established either in the light of the
intrinsic qualities of the mark or on the basis of the reputation associated with it. In this case, the Board of
Appeal found that the DIESEL marks possessed a high degree of distinctiveness in relation to the goods at
issue by reason of their intrinsic qualities.

54. As regards the applicant's argument that the Board of Appeal ought to have assessed the descriptive scope
of the DIESEL sign for goods in Classes 7, 11 and 21, which include motors and engines', machine coupling
and transmission components', agricultural implements' and apparatus for lighting, heating, steam generating
[and] water supply purposes', as the Office and intervener have argued, the assessment of the extent of the
distinctiveness of the DIESEL sign must be carried out having regard to the goods which form the basis of
the opposition.

55. It should be noted that all of the goods claimed by the applicant are among the goods which are covered
by the earlier marks. It is therefore sufficient to assess distinctiveness having regard only to flat irons', steam
irons' and ironing boards' claimed by the applicant, and unnecessary to consider the other goods claimed by
the intervener which belong to those classes, such as machines' and motors and engines (except for land
vehicles)'.

56. The term diesel', which means a fuel or type of engine, is not in any sense descriptive of flat irons', steam
irons' and ironing boards'. The Court agrees with the reasoning of the Board of Appeal that the DIESEL
marks, applied to the goods in question, are marks which are inherently strong, and that there is accordingly a
likelihood of confusion even when variants and alterations are made which allow the substantial identity of
those marks to remain.

57. The DIESELIT sign may be regarded as a variant of the DIESEL sign. Consumers will have their
attention drawn to the familiar term in the DIESELIT sign, namely the term diesel'. They will thus give that
sign the same conceptual value as the earlier marks. That assessment applies both to Italy and to the whole of
the territory of the Community. The addition of the suffix IT'
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is not sufficient to eliminate the conceptual similarity, as the word diesel' is dominant in the DIESELIT sign.
Furthermore, the Board of Appeal was correct to hold at paragraph 24 of the contested decision that the
addition of the IT' suffix in the applicant's sign may even suggest to the consumer the idea that there is a
connection between the two signs, as the DIESELIT sign could be perceived as the Italian version of the
DIESEL sign.

58. The signs which are the subject of the dispute are therefore also conceptually similar.

59. In the light of all those factors, it must be held that the degree of similarity between the marks in
question is sufficiently high for the target public to be able to believe that the goods in question come from
the same undertaking or, as the case may be, from economicallylinked undertakings. There is therefore a
likelihood of confusion between those marks.

60. As regards the applicant's allegation that the reasoning of the Board of Appeal was inadequate when it
held that the DIESEL earlier marks had a high degree of distinctiveness, it is sufficient to note that it is clear
from paragraph 21 of the contested decision that the Board of Appeal considered that the earlier marks,
applied to the goods in question in this case, are inherently strong marks since they do not bear any
connection from a conceptual viewpoint, either directly or indirectly, with the goods they distinguish. That
amounts to adequate reasoning in that regard.

61. Moreover, as regards the applicant's argument that the Board of Appeal was wrong in taking into account
the reputation or renown of the DIESEL marks, it should be pointed out that paragraph 12 of the contested
decision states:

... the [intervener's] claims concerning the world-wide reputation of its mark, claims which were related to and
arose from the actual use of the sign, are not relevant since no evidence of use was either requested by the
applicant pursuant to Article 43(2) [of Regulation No 40/94] or spontaneously supplied by the [intervener]
itself. The assessment of the likelihood of confusion can therefore only be based, on the one hand, on the
mark as filed in the Community trade mark application and, on the other, on the earlier mark on which the
opposition is based.'

62. It is clear from those statements that the Board of Appeal took account of neither the renown nor the
reputation of the DIESEL earlier marks. The applicant's argument is therefore wrong on the facts.

63. In light of all the above, the applicant's first plea must be dismissed.

The second plea, alleging infringement of Article 43(2) and (3) of Regulation No 40/94

Arguments of the parties

64. The applicant argues that the intervener has furnished no proof that the earlier marks were put to genuine
use in connection with goods in the classes in question and that the opposition should therefore be dismissed
ab initio. The reputation of the mark is in fact confined to the clothing sector.

65. The Office points out that Article 43(2) and (3) of Regulation No 40/94 provides for the proprietor of an
earlier Community or national trade mark to furnish proof of use, if the applicant so requests. In proceedings
relating to relative grounds for refusal of registration, the Office is required by Article 74 of Regulation No
40/94 to restrict its examination to the facts, evidence and arguments provided by the parties and the relief
sought. The applicant did not make any such request. According to case-law, the Court cannot take account of
a request which was neither made nor discussed before the Board of Appeal. At the hearing, the Office
pointed out that, given that the five-year period laid down in Article 43(2) of Regulation No 40/94 in relation
to the registration of the earlier mark had not yet expired, proof of genuine use could not yet be requested.
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66. The intervener points out that proof of use, unless provided spontaneously, only requires to be furnished
in response to a request from the other party, which was not made in this case. As regards the Community
registration of the DIESEL mark, which was granted on 27 April 1999, as the period of five years referred to
above had not yet expired, the applicant could not in any event have requested any form of proof.

Findings of the Court

67. It should be noted that under Article 43(2) of Regulation No 40/94, if the applicant so requests, the
proprietor of an earlier Community trade mark who has given notice of opposition is to furnish proof that,
during the period of five years preceding the date of publication of the Community trade mark application, the
earlier Community trade mark has been put to genuine use in the Community in connection with the goods or
services in respect of which it is registered and which he cites as justification for his opposition, or that there
are proper reasons for non-use, provided that the earlier Community trade mark has at that date been
registered for not less than five years. Article 43(3) provides for paragraph 2 to apply to earlier national trade
marks, by substituting use in the Member State in which the earlier national trade mark is protected for use in
the Community.

68. In this case, the earlier Community trade mark was registered on 27 April 1999 and the earlier national
trade mark on 23 August 1996, while the application for registration of the DIESELIT sign as a Community
trade mark was published on 12 July 1999. The five-year period had therefore not expired on that date, either
in respect of the earlier Community trade mark or in respect of the earlier national trade mark. Proof of
genuine use could thus not be required and the earlier marks had to be deemed to have been used.

69. The applicant's second plea must accordingly be rejected.

The third plea, put forward in the alternative, alleging infringement of Article 7(1) of Regulation No 40/94

70. The applicant submits in the alternative that there was an absolute ground for refusal which precluded the
DIESEL sign being validly registered as a Community trade mark for Classes 11 and 21 and as a national
trade mark for Class 7.

71. The applicant cannot rely, in an opposition procedure, on an absolute ground for refusal precluding valid
registration of a sign by a national registry or by the Office. It must be pointed out that the absolute grounds
for refusal contained in Article 7 of Regulation No 40/94 do not fall to be examined as part of the opposition
procedure and that that article is not one of the provisions in relation to which the legality of the contested
decision must be appraised (Case T224/01 Durferrit v OHIM - Kolene (NU-TRIDE) [2003] ECR II-1589,
paragraphs 72 and 75). If the applicant is of the view that the DIESEL trade mark was registered in breach of
the provisions of Article 7 of Regulation No 40/94, it ought to have applied for cancellation of the earlier
Community trade mark under Article 51 of that regulation. Furthermore, the validity of the registration of a
sign as a national trade mark may not be called into question in proceedings for registration of a Community
trade mark, but only in cancellation proceedings brought in the Member State concerned (Case T-6/01
Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR II-4335, paragraph 55).

72. The applicant's third plea must accordingly be rejected.

73. In those circumstances, the action must be dismissed in its entirety.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. Claude Ruiz-Picasso and

Others v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Regulation (EC) No 40/94 - Opposition - Likelihood of confusion - Application

for Community word trade mark PICARO - Earlier word trade mark PICASSO. Case T-185/02.

In Case T-185/02,

Claude Ruiz-Picasso, residing in Paris (France),

Paloma Ruiz-Picasso, residing in London (United Kingdom),

Maya Widmaier-Picasso, residing in Paris,

Marina Ruiz-Picasso, residing in Geneva (Switzerland),

Bernard Ruiz-Picasso, residing in Paris,

represented by C. Gielen, lawyer,

applicants,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider and U. Pfleghar, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court, being

DaimlerChrysler AG , established in Stuttgart (Germany), represented by S. Völker, lawyer, with an address
for service in Luxembourg,

APPEAL against the decision of the Third Board of Appeal of OHIM of 18 March 2002 (Case R
0247/2001-3) relating to opposition proceedings between the Picasso estate and DaimlerChrysler AG,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on

11 November 2003,

gives the following

Judgment

Costs

66. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicants have been unsuccessful,
they must be ordered to pay the costs incurred by OHIM and the intervener, who have so applied.

On those grounds,
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THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicants to pay the costs.

Background to the dispute

1. On 11 September 1998 the intervener filed an application, in German, with the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) (OHIM) for a Community trade mark, pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The mark for which registration was sought is the word sign PICARO.

3. The goods and services in respect of which the mark was sought to be registered fall within Class 12 of
the Nice Agreement on the international classification of goods and services for the purposes of the
registration of marks of 15 June 1957, as revised and amended, corresponding to the following description:
Vehicles and parts therefor; omnibuses'.

4. On 25 May 1999 the application for the trade mark was published in the Community Trade Marks
Bulletin .

5. On 19 August 1999 the Picasso estate, an estate in co-ownership under Article 815 et seq. of the French
Civil Code, the co-owners being the applicants, raised an opposition under Article 42(1) of Regulation No
40/94 against registration of the mark applied for, for all classes of goods referred to in the application. The
ground of the opposition was the likelihood of confusion referred to in Article 8(1)(b) of Regulation No
40/94. The opposition was based on the existence of Community trade mark No 614 867 owned by the
Picasso estate (the earlier mark'). The earlier mark, namely the word mark PICASSO, was filed on 1 August
1997 and registered on 26 April 1999 for goods within Class 12 of the Nice Agreement, described as follows:
Vehicles; apparatus for locomotion by land, air or water, motor cars, motor coaches, trucks, vans, caravans,
trailers'.

6. By decision of 11 January 2001, the Opposition Division rejected the opposition on the ground that there
was no likelihood of confusion between the marks at issue.

7. On 7 March 2001 the Picasso estate appealed to OHIM pursuant to Article 59 of Regulation No 40/94,
seeking for the decision of the Opposition Division to be set aside and the application for the trade mark to
be rejected.

8. By decision of 18 March 2002, notified to the applicants on 17 April 2002 (Case R 247/2001-3, the
contested decision'), the Third Board of Appeal of OHIM dismissed the appeal. It considered essentially that,
in view of the high degree of attention of the relevant public, the marks at issue were not phonetically or
visually similar. It further considered that the conceptual impact of the earlier mark was such as to counteract
any phonetic and/or visual similarity between the marks at issue.

Procedure and forms of order sought by the parties

9. By an application in English lodged with the Registry of the Court on 13 June 2002, the applicants, acting
under the name Picasso estate' (succession Picasso'), brought the present action.

10. Since the intervener objected, within the period laid down for that purpose by the Court Registry, to
English becoming the language of the case, German, as the language in which the application for the
Community trade mark had been drafted, was adopted as language of the case in accordance
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with the second subparagraph of Article 131(2) of the Rules of Procedure of the Court.

11. Upon hearing the report of the Judge-Rapporteur, the Court (Second Chamber) decided to open the oral
procedure and, as measures of organisation of procedure provided for in Article 64 of the Rules of Procedure,
put questions to the applicants and OHIM, which were answered within the period laid down for that purpose.

12. The parties presented argument and answered the Court's questions at the hearing on 11 November 2003.

13. The applicants claim that the Court should:

- set aside the contested decision;

- allow the opposition and reject the application for the trade mark;

- order the intervener to pay the costs.

14. OHIM contends that the Court should:

- dismiss the application;

- order the applicants to pay the costs.

15. The intervener contends that the Court should:

- dismiss the application;

- order the applicants to pay the costs.

Admissibility of the action

Arguments of the parties

16. The intervener submits that the action is inadmissible, since the Picasso estate is neither a natural nor a
legal person. The application does not indicate what type of legal person that entity belongs to, and it did not
annex to the application any proof of its legal existence, contrary to the requirements of Article 44(5) of the
Rules of Procedure.

17. In reply to the Court's written questions the applicants stated that, although a co-ownership within the
meaning of Article 815 et seq. of the French Civil Code does not have legal personality, it is a separate entity
from its members which can be a creditor or debtor and has the right to bring legal proceedings. In the
alternative, the applicants said that it should be considered that the action was brought on behalf of the five
co-owners. Moreover, statements were produced which conferred power on Mr Claude Ruiz-Picasso to
perform, on behalf of the other four heirs, all acts intended to preserve their rights as regards the work and
name of Pablo Picasso.

18. OHIM stated that the Picasso estate was registered in the register of Community trade marks as the
owner of the earlier mark, and that it therefore had capacity to be a party to the opposition proceedings by
virtue of Article 8(2)(a)(ii) in conjunction with Article 42(1)(a) of Regulation No 40/94.

Findings of the Court

19. To show that the Picasso estate has capacity to bring proceedings as an entity independent of its
members, the applicants referred solely to the provisions of Article 815 et seq. of the French Civil Code. On
being invited by the Court to supplement their statements on this point and to provide proof, in accordance
with Article 44(5) of the Rules of Procedure, of the legal existence of that entity, they confined themselves to
referring once again to Article 815 et seq. of the French Civil Code. Instead of producing additional elements
which could demonstrate, to

© An extract from a JUSTIS database



62002A0185 European Court reports 2004 Page II-01739 4

satisfy the requirements of Article 44(5) of the Rules of Procedure, the autonomy and liability, even limited,
of the Picasso estate and could prove that the authority granted to their lawyer had been properly conferred by
a representative of that entity, authorised for the purpose, the co-owners provided, in the alternative, their
addresses, the powers four of them had conferred on Claude Ruiz-Picasso, and the authority issued by him.

20. In those circumstances, the fact that the Picasso estate was registered as the owner of the earlier mark
and on that basis took part in the opposition proceedings and the proceedings before the Board of Appeal is
not enough for it to be considered that the action brought in its name complies with the requirements of
Article 44 of the Rules of Procedure.

21. Contrary to the submissions of the intervener, that does not mean that the action is inadmissible. The
expression the Picasso estate' designates collectively the five co-owners who, as natural persons, are not
subject to the requirements in Article 44(5) of the Rules of Procedure. It must therefore be considered that the
action was brought by the five co-owners.

22. The fact that the co-owners chose to bring these proceedings under the collective name the Picasso estate'
does not affect their admissibility. The identity of the persons who are acting under that collective description
is not in doubt. Furthermore, in the circumstances of the present case, no legitimate interest of the other
parties to the dispute prevents the Court from rectifying, of its own motion, the name of the applicant for the
purposes of the present judgment.

Substance

23. The applicants put forward two pleas in law in support of their application, alleging, first, breach of
Article 8(1)(b) of Regulation No 40/94 and, second, failure to comply with the procedural principles laid
down in Article 74(1) in fine of Regulation No 40/94, in that the Board of Appeal went beyond the bounds
of the dispute between the parties to the opposition proceedings. The second plea should be examined first.

Second plea in law: breach of procedural principles, in that the Board of Appeal went beyond the bounds of
the dispute between the parties to the opposition proceedings

Arguments of the parties

24. The applicants submit that the assumption as to the high degree of attention of the relevant public in
paragraph 15 of the contested decision and the suppositions as to the impact of the earlier mark on the market
and the perception of that mark by the relevant public in paragraphs 19 to 21 of that decision are not based
on any elements put forward by the parties to the opposition proceedings. According to the applicants, the
Board of Appeal was not entitled to base its decision on assumptions and suppositions not relied on by the
parties.

25. OHIM replies that the Board of Appeal did not infringe Article 74(1) in fine of Regulation No 40/94 by
basing its decision on facts which it introduced itself into the proceedings. On the contrary, according to
OHIM, the Board of Appeal properly carried out a legal assessment of well-known facts on which the
Opposition Division had already based its decision.

26. The intervener submits that OHIM is entitled to base its decisions on well-known facts even if they have
not been relied on by a party to the proceedings. In its view, the fact that cars are goods sold at high prices
and the fact that, when buying a car, an especially large number of factors influence the consumer's decision
are well known.

Findings of the Court

27. According to Article 74 of Regulation No 40/94, in proceedings relating to relative grounds for refusal of
registration, [OHIM] shall be restricted in this examination to the facts, evidence
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and arguments provided by the parties and the relief sought'.

28. That provision restricts the examination carried out by OHIM in two ways. It relates, first, to the factual
basis of decisions of OHIM, that is, the facts and evidence on which those decisions may be validly based
(see, to that effect, Case T-232/00 Chef Revival USA v OHIM - Massagué Marín (Chef) [2002] ECR
II-2749, paragraph 45), and, second, to the legal basis of those decisions, that is, the provisions which the
jurisdiction hearing the case is obliged to apply. Thus the Board of Appeal, when hearing an appeal against a
decision terminating opposition proceedings, may base its decision only on the relative grounds for refusal
which the party concerned has relied on and the related facts and evidence it has presented (Case T-308/01
Henkel v OHIM - LHS (UK) (KLEENCARE) [2003] ECR II-0000, paragraph 32).

29. However, the restriction of the factual basis of the examination by the Board of Appeal does not preclude
it from taking into consideration, in addition to the facts expressly put forward by the parties to the opposition
proceedings, facts which are well known, that is, which are likely to be known by anyone or which may be
learnt from generally accessible sources.

30. It must be borne in mind, at the outset, that the legal rule stated in Article 74(1) in fine of Regulation
No 40/94 constitutes an exception to the principle of examination of the facts by OHIM of its own motion,
laid down in limine by that provision. That exception must therefore be given a strict interpretation, defining
its extent so as not to exceed what is necessary for achieving its object.

31. The object of the rule of law stated in Article 74(1) in fine of Regulation No 40/94 is to relieve OHIM
of the task of investigating the facts itself in the context of proceedings between parties. That object is not
compromised if OHIM takes well-known facts into account.

32. On the other hand, Article 74(1) in fine of Regulation No 40/94 cannot have the purpose of compelling
the opposition division or Board of Appeal consciously to adopt a decision on the basis of factual hypotheses
which are manifestly incomplete or contrary to reality. Nor is it intended to require the parties to opposition
proceedings to put forward before OHIM every well-known fact which might possibly be relevant to the
decision to be adopted. To interpret that provision as ruling out the taking into consideration of well-known
facts of the authority's own motion would encourage the parties to include in their pleadings, as a precaution,
detailed accounts of generally known facts, and would thus risk making opposition proceedings much more
burdensome.

33. It must be examined, in the light of the above considerations, whether the Board of Appeal went beyond
the bounds of the dispute between the parties by taking account of the various matters referred to in this plea.

34. First, the appellants criticise paragraph 15 of the contested decision, which states that the average
consumer's level of attention is likely to vary according to the category of the goods in question and that it is
here presumed that the relevant consumer shall pay particular care and attention when buying such products'
(namely vehicles and parts therefor and omnibuses). Second, the applicants criticise the Board of Appeal for
taking into consideration, in paragraph 19 of the contested decision, the conceptual impact of the name
Picasso' on the market addressed and for stating that it might be imagined that the majority of European
consumers will link the term PICASSO to the most famous painter in the world in the XX century, Pablo
Picasso'. Third, the applicants take the view that the Board of Appeal could not base itself on the assertions in
paragraphs 20 and 21 of the contested decision that the inherent distinctive character of the sign PICASSO is
so high that any perceptible difference may be apt to exclude any likelihood of confusion on the side of the
consumers concerned' and that the relevant consumer, when confronted with the name PICASSO and the trade
mark which incorporates it, will never perceive the trade mark PICARO
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in association with the Spanish artist as referred to in the trade mark PICASSO'.

35. In the passages from the contested decision set out above, the Board of Appeal did not introduce new
facts, whether well known or not, but specified and applied the criterion which, according to settled case-law,
is relevant for assessing whether there is a likelihood of confusion between the marks concerned, namely the
presumed perception by the average consumer, reasonably observant and circumspect, of the category of goods
or services in question (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23; Case C-210/96 Gut
Springenheide and Tusky [1998] ECR I4657, paragraph 31; and Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I3819, paragraphs 25 and 26). That was thus an essential part of the Board of Appeal's reasoning.
The applicants cannot claim that, by using that criterion necessary for its assessment of the likelihood of
confusion, the Board of Appeal went beyond the bounds of the dispute between the parties.

36. As regards the second point mentioned above, it should be added that the Picasso estate itself indicated,
on page 3 of the pleading setting out the grounds of its appeal to the Board of Appeal of OHIM:

[OHIM] firstly notes that PICASSO will be recognised by the European consumers as a famous Spanish
painter. The Appellant shares this point of view.'

37. In those circumstances, the applicants cannot criticise the Board of Appeal for taking into consideration
in the contested decision that presumed perception of the public, expressly confirmed by the Picasso estate in
the pleading cited above. In this respect, the plea is thus also wrong in fact.

38. Consequently, the second plea is unfounded.

First plea in law: breach of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

39. The applicants put forward six arguments in support of this plea.

40. First, the applicants criticise the Board of Appeal for basing its decision on the assumption that the
average consumer is especially careful and attentive when buying motor vehicles and parts therefor. They
submit that that assumption relates only to the time of purchase, whereas, confronted with the goods in
question bearing the marks at issue in situations other than that of sale, for example when seeing those
vehicles on the road, even attentive consumers could be led to believe that those goods were in some way the
same or that there were economic or other links between their commercial origins. The Board of Appeal thus
failed to take account of the post-sale confusion' theory, although that is generally recognised in trade mark
law, in particular in the judgment of the Court of Justice in Case C-206/01 Arsenal Football Club [2002]
ECR II-10273. The applicants stress in this connection that the concept of likelihood of confusion includes the
likelihood of indirect confusion. Further, they complain that the Board of Appeal did not state the reasons on
which it based its assumption as to the particular carefulness and attentiveness of the relevant public.

41. Second, they state that the marks at issue are similar visually and phonetically. They observe that the
visual, phonetic and conceptual similarity between two marks must be assessed on the basis of a comparison
of the marks, without taking the composition of the relevant public into account, since that factor becomes
relevant only in the overall assessment of the likelihood of confusion.

42. Third, the applicants challenge the argument that the conceptual impact of the name Picasso' prevails over
the phonetic and visual similarity between the marks at issue. They point out that the word mark PICASSO
has no meaning in relation to the goods concerned, namely motor vehicles. They submit that the Board of
Appeal should have examined the likelihood of confusion solely with
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respect to those goods, and that it is not material to take into account the meanings the sign may have outside
the context of motor vehicles. At the hearing, they added that taking the approach that the meaning of the
term Picasso' is understood as such and always taken to refer to the painter, not to the vehicles, could have
the consequence of denying the capacity of that mark to enable the goods to be distinguished, whereas it had
in fact been registered by OHIM. Moreover, that approach restricted the protection of the PICASSO mark in
that it could be relied on only against strictly identical signs, since the semantic content of the word would
always counteract the visual and phonetic similarities which that word mark could have with slightly different
signs.

43. Moreover, the applicants assert that the fact that two marks are similar with respect to one only of the
relevant criteria, such as the visual or phonetic criterion, may suffice to establish the existence of a likelihood
of confusion.

44. Fourth, the applicants submit that the contested decision disregards the rule that a likelihood of confusion
must be found to exist all the more easily if the earlier mark is distinctive. They submit that the word sign
PICASSO has a high intrinsic distinctive character, with the fact that that sign is also the name of a famous
painter not, in their opinion, being relevant in this respect.

45. Fifth, they consider that, in paragraph 21 of the contested decision, the Board of Appeal wrongly looked
only at the question whether the relevant public, when confronted with the earlier mark, would be inclined to
think of the mark applied for. In their view, it should have considered, conversely, whether that public, when
confronted with the mark applied for, would be liable to perceive a link with the earlier mark. They submit
that that is the case here, in view of the similarity of the marks at issue.

46. Sixth and last, the applicants submit that the Board of Appeal misunderstood the argument that the
intervener's intention was to take advantage of the earlier mark and deliberately create confusion between the
marks at issue. They acknowledge that the opposition is based on Article 8(1)(b), not on Article 8(5) of
Regulation No 40/94, but point out that that argument falls within context in which the Picasso estate, in the
appeal proceedings, had submitted that when filing the application for the mark the intervener was aware that
products were to be launched under the earlier mark.

47. OHIM and the intervener consider that the plea is unfounded, since the difference between the marks at
issue is sufficient to exclude a likelihood of confusion between them.

Findings of the Court

48. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for shall not be registered if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.

49. According to settled case-law, the risk that the public might believe that the goods or services in question
come from the same undertaking or, as the case may be, from economically linked undertakings constitutes a
likelihood of confusion.

50. That case-law also states that the likelihood of confusion must be assessed globally, according to the
perception by the relevant public of the signs and the goods or services in question, and taking into account
all factors relevant to the circumstances of the case, in particular the interdependence between similarity of the
signs and similarity of the goods or services designated (see Case T-162/01 Laboratorios RTB v OHIM -
Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003]
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ECR II-0000, paragraphs 31 to 33 and the case-law cited).

51. In the present case, the earlier mark within the meaning of Article 8(2)(a) of Regulation No 40/94 is a
Community trade mark. Account must consequently be taken, for assessing the conditions mentioned in the
preceding paragraph, of the point of view of the public in the whole of the Community. In view of the
character of the goods designated by the earlier mark, the relevant public consists of the final consumers.

52. It is common ground that the goods referred to in the application for the trade mark and those designated
by the earlier mark are partly identical and partly similar.

53. It must therefore be examined whether the degree of similarity between the signs in question is
sufficiently great for it to be considered that there exists a likelihood of confusion between the marks. As
follows from consistent case-law, the global assessment of the likelihood of confusion must, as far as concerns
the visual, phonetic or conceptual similarity of the marks in question, be based on the overall impression
given by the marks, bearing in mind inter alia their distinctive and dominant components (Case T-292/01
PhillipsVan Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-0000,
paragraph 47 and the case-law cited). In this respect, the applicants' argument that the similarity between two
signs is to be assessed without taking the composition of the relevant public into account, that being relevant
only at the stage of the global assessment of the likelihood of confusion, must be rejected. The analysis of
the similarity between the signs in question constitutes an essential element of the global assessment of the
likelihood of confusion. It must therefore, like that assessment, be done in relation to the perception of the
relevant public.

54. As regards visual and phonetic similarity, the applicants rightly point out that the signs at issue each
consist of three syllables, contain the same vowels in corresponding positions and in the same order, and,
apart from the letters ss' and r' respectively, also contain the same consonants, which moreover occur in
corresponding positions. Finally, the fact that the first two syllables and the final letters are identical is of
particular importance. On the other hand, the pronunciation of the double consonant ss' is quite different from
that of the consonant r'. It follows that the two signs are visually and phonetically similar, but the degree of
similarity in the latter respect is low.

55. From the conceptual point of view, the word sign PICASSO is particularly well known to the relevant
public as being the name of the famous painter Pablo Picasso. The word sign PICARO may be understood by
Spanish-speaking persons as referring inter alia to a character in Spanish literature, whereas it has no semantic
content for the (majority) non-Spanish-speaking section of the relevant public. The signs are not thus similar
from the conceptual point of view.

56. Such conceptual differences can in certain circumstances counteract the visual and phonetic similarities
between the signs concerned. For there to be such a counteraction, at least one of the signs at issue must
have, from the point of view of the relevant public, a clear and specific meaning so that the public is capable
of grasping it immediately (BASS , cited in paragraph 52 above, paragraph 54).

57. The word sign PICASSO has a clear and specific semantic content for the relevant public. Contrary to
the applicants' submissions, the relevance of the meaning of the sign for the purposes of assessing the
likelihood of confusion is not affected in the present case by the fact that that meaning has no connection
with the goods concerned. The reputation of the painter Pablo Picasso is such that it is not plausible to
consider, in the absence of specific evidence to the contrary, that the sign PICASSO as a mark for motor
vehicles may, in the perception of the average consumer, override the name of the painter so that that
consumer, confronted with the sign PICASSO in
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the context of the goods concerned, will henceforth disregard the meaning of the sign as the name of the
painter and perceive it principally as a mark, among other marks, of motor vehicles.

58. It follows that the conceptual differences separating the signs at issue are, in the present case, such as to
counteract the visual and phonetic similarities noted in paragraph 54 above.

59. In the context of the global assessment of the likelihood of confusion, it must also be taken into account
that, in view of the nature of the goods concerned and in particular their price and their highly technological
character, the degree of attention of the relevant public at the time of purchase is particularly high. The
possibility raised by the applicants that members of the relevant public may also perceive the goods concerned
in situations in which they do not pay such attention does not prevent that degree of attention from being
taken into account. A refusal to register a trade mark because of the likelihood of confusion with an earlier
mark is justified on the ground that such confusion is liable to have an undue influence on the consumers
concerned when they make a choice with respect to the goods or services in question. It follows that account
must be taken, for the purposes of assessing the likelihood of confusion, of the level of attention of the
average consumer at the time when he prepares and makes his choice between different goods or services
within the category for which the mark is registered.

60. It should be added that the question of the degree of attention of the relevant public to be taken into
account for assessing the likelihood of confusion is different from the question whether circumstances
subsequent to the purchase situation may be relevant for assessing whether there has been a breach of trade
mark rights, as was accepted, in the case of the use of a sign identical to the trade mark, in Arsenal Football
Club (cited in paragraph 40 above), relied on by the applicants.

61. Moreover, the applicants are wrong to rely, in the present case, on the case-law which states that trade
marks which have a highly distinctive character, either per se or because of the reputation they possess on the
market, enjoy broader protection than marks with a less distinctive character (SABEL , cited in paragraph 35
above, paragraph 24, and Case C-39/97 Canon [1998] ECR I5507, paragraph 18). That the word sign
PICASSO is well known as corresponding to the name of the famous painter Pablo Picasso is not capable of
heightening the likelihood of confusion between the two marks for the goods concerned.

62. In the light of all the above elements, the degree of similarity between the marks at issue is not
sufficiently great for it to be considered that the relevant public might believe that the goods in question come
from the same undertaking or, as the case may be, from economically linked undertakings. The Board of
Appeal was therefore right to consider that there was no likelihood of confusion between them.

63. With respect, finally, to the argument, put forward in the pleading setting out the grounds of appeal
before OHIM, that the selection of the mark applied for by the intervener could only serve the purpose of
taking undue advantage, in a fraudulent manner, of the commercial success of the earlier mark, the Board of
Appeal rightly considered that that argument could have been material only in the context of Article 8(5) of
Regulation No 40/94, on which the opposition was not based.

64. The first plea in law must therefore also be rejected.

65. It follows that the application must be dismissed in its entirety.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2004. El Corte Inglés, SA v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Opposition proceedings - Earlier word marks MUNDICOLOR - Application for Community word

mark MUNDICOR - Relative ground for refusal - Likelihood of confusion - Article 8(1)(b) of Regulation
(EC) No 40/94. Joined cases T-183/02 and T-184/02.

In Joined Cases T-183/02 and T-184/02,

El Corte Inglés, SA, established in Madrid (Spain), represented by J.L. Rivas Zurdo, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J. Crespo
Carrillo, acting as Agent,

defendant,

supported by

in Case T-184/02,

Iberia Líneas Aéreas de España, SA, established in Madrid, represented by A. García Torres, lawyer,

the other party to the proceedings before the Board of Appeal of OHIM in Case T-183/02 being

Gonzalez Cabello, SA, established in Puente Genil (Spain),

ACTIONS brought against two decisions of the First Board of Appeal of OHIM of 22 March 2002 (Cases R
798/1999-1 and R 115/2000-1) relating to opposition proceedings between Gonzalez Cabello, SA, and El Corte
Inglés, SA, and between Iberia Líneas Aéreas de España, SA, and El Corte Inglés, SA, respectively,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Fourth Chamber)

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and following the hearing on

5 November 2003,

gives the following

Judgment

Costs

108. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, and
OHIM and the intervener have asked for costs, it must pay the costs of OHIM and the intervener.

On those grounds, (Fourth Chamber)

hereby:

1. Dismisses the actions;
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2. Orders the applicant to pay the costs.

Background to the dispute

1. On 17 June 1997, El Corte Inglés, SA, filed an application at the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No 40/94 of 20 December 1993
on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for registration as a Community trade mark
of the word mark MUNDICOR.

2. Registration was sought in respect of almost all goods and services within the 42 classes of the seventh
edition of the Nice Classification of goods and services for the purposes of registering trade marks of 15 June
1957, as revised and amended.

3. That application was published in the Community Trade Marks Bulletin No 27/98 of 14 April 1998.

4. On 14 July 1998, Gonzalez Cabello, SA, and Iberia Líneas Aéreas de España, SA (Iberia' or the
intervener'), each filed a notice of opposition against the registration of that Community mark pursuant to
Article 42 of Regulation No 40/94.

Opposition of Gonzalez Cabello

5. The notice of opposition filed by Gonzalez Cabello was based on a likelihood of confusion, within the
meaning of Article 8(1)(b) of Regulation No 40/94, with the Spanish word mark MUNDICOLOR lodged on
24 June 1996 and registered on 5 August 1997 under Number 2.036.336, which covers the following goods
within Class 2 of the Nice Classification referred to above: Paints, varnishes, lacquers; preservatives against
rust and against deterioration of wood; colorants; mordants; raw natural resins; metals in foil and powder form
for painters, decorators, printers and artists.'

6. The opposition of Gonzalez Cabello was directed against some of the goods covered by the application for
a Community trade mark, namely the following goods within Class 2 of the Nice Classification: Paints,
varnishes, lacquers; preservatives against rust and against deterioration of wood; colorants; mordants; raw
natural resins; metals in foil and powder form for painters, decorators, printers and artists.'

7. By decision of 17 September 1999, the Opposition Division of OHIM found in favour of the notice of
opposition of Gonzalez Cabello in its entirety.

8. On 19 November 1999, the applicant filed a notice of appeal with the Board of Appeal against that
decision of the Opposition Division.

9. By decision of 22 March 2002, in Case R 798/1999-1, the Board of Appeal dismissed that appeal, finding
that there was a likelihood of confusion on the part of the final consumer because of the similarity between
the sign protected by the earlier trade mark and the sign in respect of which the Community trade mark
application was made, and because of the identity, or quasi-identity, of the goods in question which the
applicant had not challenged in the appeal.

Opposition of Iberia

10. The notice of opposition filed by Iberia was based on a likelihood of confusion, within the meaning of
Article 8(1)(b) of Regulation No 40/94, with two earlier trade marks, namely:

- first, the Spanish word mark MUNDICOLOR lodged on 1 August 1973, registered under Nos 722.281 and
722.282 on 4 February 1977 and renewed on 15 April 1997, which covers transport services, excursions and
promotions for holidaymakers' within Class 39, and hotel accommodation and the planning and organisation of
holidays' within Class 42 of the Nice Classification, referred to above;
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- second, the international figurative mark, comprising the words mundi' and color' valid, inter alia, in France,
Italy, Austria, and the Benelux countries, lodged on 12 January 1978, registered under No 434.732 and
renewed on 12 January 1998 in accordance with the Madrid Agreement concerning the international
registration of marks of 14 April 1891, as revised and amended, which covers the planning and organisation
of holidays' included in Class 39 and hotel services consisting of accommodation and meals' included in Class
42 of the Nice Classification. The figurative sign of that mark is reproduced below:

>image>0

11. That opposition was directed against some of the services covered by the Community trade mark
application, namely transport services; packaging and storage of goods; travel arrangement' under Class 39 and
Providing of food and drink; temporary accommodation' under Class 42 of the Nice Classification.

12. By decision of 5 November 1999, the Opposition Division of OHIM found in favour of Iberia's notice of
opposition, except in respect of packaging and storage of goods' within Class 39, covered by the Community
trade mark application.

13. On 17 January 2000, the applicant filed a notice of appeal with the Board of Appeal against that decision
of the Opposition Division.

14. By decision of 22 March 2002, in Case R 115/2000-1, the Board of Appeal dismissed that appeal, finding,
inter alia, that there was a likelihood of confusion because of the similarity between the sign protected by the
earlier word mark and the sign in respect of which the Community trade mark application was made, having
regard to the identity, or quasi-identity, of the services in question which the applicant had not challenged in
the appeal.

Procedure and forms of order sought

15. By separate applications lodged at the Registry of the Court of First Instance on 11 June 2002, the
applicant brought these actions, registered as Case T183/02 and Case T-184/02 respectively.

16. In Case T-183/02, OHIM lodged its response at the Court Registry on 15 October 2002. Gonzalez Cabello
did not exercise its right of intervention under Article 134(1) of the Rules of Procedure of the Court of First
Instance.

17. In Case T-184/02, Iberia and OHIM lodged their responses at the Court Registry on 20 September and 15
October 2002 respectively.

18. By order of the President of the Fourth Chamber of the Court of First Instance of 15 September 2003,
Cases T-183/02 and T-184/02 were joined for the purposes of the oral procedure and judgment, on account of
the connection between them, pursuant to Article 50 of the Rules of Procedure.

19. In Case T-183/02, the applicant claims that the Court should:

- annul the decision of the Opposition Division of 17 September 1999 and the decision of the Board of
Appeal of 22 March 2002 in Case R 798/1999-1;

- grant registration of MUNDICOR as a Community trade mark in respect of all goods sought within Class 2;

- order OHIM to pay the costs.

20. In Case T-184/02, the applicant claims that the Court should:

- annul the decision of the Opposition Division of 15 November 1999 and the decision of the Board of
Appeal of 22 March 2002 in Case R 115/2000-1;
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- grant registration of MUNDICOR as a Community trade mark in respect of all transport services and travel
arrangement' within Class 39 and Providing of food and drink; temporary accommodation' within Class 42;

- order OHIM and the intervener to pay the costs.

21. In both cases, OHIM contends that the Court should:

- dismiss the actions;

- order the applicant to pay the costs.

22. In Case T-184/02, Iberia contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

23. At the hearing on 5 November 2003, the applicant withdrew its claim for annulment of the decisions of
the Opposition Division, which the Court formally noted in the minutes of the hearing.

Law

24. In support of its actions, the applicant raises one plea in the joined cases alleging, essentially, infringement
of Article 8(1)(b) of Regulation No 40/94, and in Case T-184/02, another plea essentially alleging
infringement of Article 15(2)(a) and Article 43(2) of the same regulation.

25. It is necessary, first, to examine the second plea in law in so far as it seeks to challenge the very
possibility of taking account of the earlier trade marks on which Iberia's opposition is based and of assessing
whether there is a likelihood of confusion in relation to those marks, within the meaning of Article 8(1)(b) of
Regulation No 40/942.

The plea in law, in Case T-184/02, alleging infringement of Article 15(2)(a) and Article 43(2) of Regulation
No 40/94

Arguments of the parties

26. In Case T-184/02, the applicant considers that the opposition should have been dismissed in accordance
with Article 43(2) of Regulation No 40/94 on the ground that the earlier marks were not used as they were
registered.

27. It refers in that respect to the documentary evidence provided by Iberia itself to the Opposition Division
from which it is apparent that the latter's trade marks were used jointly with the name of their proprietor and
terms like mundos soñados' (perfect worlds) or hotel color', and that they were accompanied by individual
graphics. In the light of those factors, it considers that the use made of the earlier marks has altered the
distinctive character of those marks in the form in which they were registered. Consequently, Article 15(2)(a)
of Regulation No 40/94 cannot apply in the present case.

28. The applicant stresses that, whilst, in the course of the opposition procedure, it did not require evidence of
use of the earlier marks in accordance with Article 43(2) of Regulation No 40/94, that was because Iberia
spontaneously presented that evidence. In the interests of procedural economy, it was therefore unnecessary for
the applicant to request that Iberia adduce evidence of genuine use of the earlier marks which it had already
submitted. In any event, since Regulation No 40/94 provides for the possibility that a trade mark may be
nullified on the grounds of lack of genuine use, it is incumbent upon the opponent to furnish evidence of
genuine use of its earlier mark and of any reputation of that mark.

29. OHIM defends the validity of the contested decision on that point by pointing out that the
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Board of Appeal rightly observed that the question of the use of earlier marks was not raised by the applicant
before the Opposition Division.

30. It considers that the evidence of use and the claim of reputation are two different issues. Reputation was
invoked by the opponent for its own benefit with a view to extending the protection of its earlier mark, in
accordance with Article 8(5) of Regulation No 40/94, to goods or services which have no similarity with
those in respect of which that mark is registered. On the other hand, in accordance with Article 43(2) of that
regulation, proof of use must be furnished by the opponent if the applicant so requests', with a view to
defending the scope of protection of the earlier mark. However, since the applicant did not request proof of
use of the earlier marks within the allotted time, OHIM could not properly evaluate the evidence adduced by
the opponent to demonstrate the reputation of the earlier marks for the purposes of Article 43(2) of Regulation
No 40/94.

31. The intervener challenges the relevance of the applicant's arguments in respect of the effective use of the
earlier marks. It alleges that it is the term mundicolor' which is known and which is used in mass retailing.
The combined use, in certain cases, of that term and its trading name is entirely normal. The terms mundos
soñados' and hotel color' are never used in association with the trade mark MUNDICOLOR and do not
correspond to the registrations of which the intervener is the proprietor.

Findings of the Court

32. By the present plea in law, the applicant essentially seeks a finding that the Board of Appeal erred in
refusing to find that the intervener's earlier marks had not been put to genuine use in the Community in
connection with the services in respect of which they were registered and which it cites as justification for its
opposition, pursuant to Article 43(2) of Regulation No 40/94. In particular, it considers that the Board of
Appeal should have taken account of the documents submitted by Iberia to the Opposition Division to show
whether those documents proved use of the earlier marks in accordance with Article 43 of Regulation No
40/94 or whether, as the applicant claims, it is evidence to the contrary of a use altering the distinctive
character of those marks in the form in which they were registered.

33. First of all, it is necessary to correct the reference made by the applicant to Article 43(2) of Regulation
No 40/94, in so far as that paragraph only concerns the consequences of non-use of an earlier Community
trade mark, whereas in the present case Iberia's earlier mark on the basis of which the opposition was upheld
- the word mark MUNDICOLOR - is a national trade mark. The relevant provisions are in fact paragraphs 2
and 3 combined of that article, since paragraph 3 states that paragraph 2 applies to earlier national trade marks
referred to in Article 8(2)(a), by substituting use in the Member State in which the earlier national trade mark
is protected for use in the Community'.

34. Furthermore, it should be stated that Article 15(2)(a) of Regulation No 40/94 relates likewise only to the
Community trade mark. That provision defines the concept of use of the Community trade mark in terms of
that regulation, for the purposes, in particular, of application of its provisions laying down penalties for
non-use of such a mark. The earlier national marks invoked in the context of an opposition under Article 42
of Regulation No 40/94 and their use or non-use are not therefore governed by the provision in question.

35. It is not, however, necessary in the present case to address the question whether, for the purposes of the
application of the combined provisions of Article 43(2) and (3) of Regulation No 40/94, the finding of use or
non-use of an earlier national mark might also be made in the light of Article 15 of that regulation, on the
basis of an application by analogy with that provision.

36. The Board of Appeal was therefore right not to dismiss the opposition on the basis of Article 43 of
Regulation No 40/94, holding in the contested decision in Case T184/02 (paragraph 18) that
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the question of the use of previously registered marks was not raised before the Opposition Division and was
not formulated in the notice of appeal'.

37. In that connection, it should be noted that, pursuant to that article, it is only when the applicant so
requests that the proprietor of an earlier trade mark who has given notice of opposition is called upon to
furnish proof that, during the period of five years preceding the date of publication of the Community trade
mark application, the earlier trade mark has been put to genuine use in the territory in which it is protected in
connection with the goods or services in respect of which it is registered and which he cites as justification
for his opposition, or that there are proper reasons for non-use.

38. Essentially, pursuant to Article 43(2) and (3) of Regulation No 40/94, for the purposes of examining an
opposition introduced under Article 42 of that regulation, the earlier mark is presumed to have been put to
genuine use as long as the applicant does not request proof of that use. The presentation of such a request
therefore has the effect of shifting the burden of proof to the opponent to demonstrate genuine use (or the
existence of proper reasons for non-use) upon pain of having his opposition dismissed, that proof having to be
provided within the time allotted by OHIM in accordance with Rule 22 of Commission Regulation (EC) No
2868/95 of 13 December 1995 implementing Council Regulation (EC) No 40/94 on the Community trade
mark (OJ 1995 L 303, p. 1). For that to occur, the request must be made expressly and timeously to OHIM.

39. It follows that the lack of proof of genuine use can only be penalised by rejecting the opposition where
the applicant expressly and timeously requested such proof before OHIM.

40. In the present case, the applicant accepts that it never presented to OHIM the request referred to in Article
43(2) of Regulation No 40/94.

41. Consequently, having regard also to Article 74(1) of Regulation No 40/94, which provides that in
proceedings relating to relative grounds for refusal of registration, the Office shall be restricted in this
examination to the facts, evidence and arguments provided by the parties and the relief sought', neither the
Opposition Division nor the Board of Appeal could dismiss the opposition on the basis of Article 43(2) and
(3) of Regulation No 40/94.

42. That conclusion is not undermined by the applicant's argument that it did not request proof of use on the
ground that Iberia had spontaneously presented before the Opposition Division documents which showed that
it had made use of the earlier marks in a form other than that in which they had been registered.

43. That argument is manifestly unfounded. It is apparent from the case-file that Iberia did not produce the
documents in question to the Opposition Division to prove use of its earlier marks, but in order to prove the
reputation of those marks and thus to substantiate the existence of a likelihood of confusion within the
meaning of Article 8(1)(b) of Regulation No 40/94 (see, to that effect, the case-law cited at paragraph 67
below). However, the production of such documents cannot, in any event, replace the requirement for an
express request on the part of the applicant that there be proof of genuine use so that the question of such use
must be examined and decided by OHIM.

44. In those circumstances, it is not necessary (paragraph 19 of the contested decision in Case T-184/02) to
address the question, as the Board of Appeal did for the sake of completeness, whether or not that document
is evidence of use by Iberia of the trade mark MUNDICOLOR in accordance with the requirements of Article
43 of Regulation No 40/94.

45. The present plea must therefore be rejected.

The plea alleging infringement of Article 8(1)(b) of Regulation No 40/94
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Arguments of the parties

46. The applicant points out that, pursuant to Article 8(1)(b) of Regulation No 40/94, the refusal to register
requires cumulatively the identity or similarity of the signs and the identity or similarity of the goods or
services covered. It also points out that, where there is no likelihood of confusion between the signs, the
identity of the goods and services covered by them is not relevant for the purposes of the application of that
provision.

47. In the present case, it submits that even if the goods and services in question move through the same
commercial channels, the overall differences between the signs are sufficiently great to dispel any likelihood
of confusion.

48. First, the applicant highlights the aural difference between the signs. It points to the different number of
syllables and letters which make up the signs, namely three syllables and eight letters in mundicor' and four
syllables and 10 letters in mundicolor'. There is a clear difference between the signs, not merely from the
point of view of their sound, in particular because of the different composition of the suffixes cor' and color',
but also in terms of the tonic accent, rhythm and musicality: the mark applied for ends abruptly on a stressed
third syllable whilst the final part of the MUNDICOLOR marks is much less abrupt, it being one syllable
longer, also stressed.

49. Second, the applicant points to the visual difference between the signs in issue, arising from the different
number of letters they contain. It stresses in particular that the mark applied for is shorter than the earlier
MUNDICOLOR marks.

50. In Case T-184/02, the applicant adds that the visual difference is even more pronounced if the trade mark
applied for is compared with the earlier international mark on account of the characteristic and distinctive
graphics of the latter and the separation of the words mundi' and color'. Furthermore, it compares the mark
applied for with Iberia's signs as they appear in the documents that company submitted to OHIM to prove the
reputation of its earlier marks. The applicant thus points out that, in most cases, Iberia's earlier marks are
mixed, have characteristic graphics and also include the words Iberia', mundos soñados' or hotel color', which
are significant distinctive elements in comparison with the mark applied for.

51. Third, it emphasises the conceptual difference between the opposing signs.

52. Thus, it considers, first, that the prefix mundi', which refers in generic terms to the words mundial'
(global) or mundo' (world), is not distinctive in itself. Indeed many registered trade marks include that prefix.
The conceptual comparison should therefore focus specifically on the suffixes color' and cor'.

53. Second, the applicant submits that in the sign MUNDICOLOR, the prefix mundi', which is intrinsically
connected to the word color' clearly refers to a specific sector of reality, namely the world of colours, and not
to the earth which the sign MUNDICOR evokes. However, it points out that the prefix mundi', when attached
to the particle cor', tends to lose all evocative content and becomes an element of pure fantasy.

54. Third, the applicant notes that the suffix color' (colour) has a clear meaning and, in the case of Gonzalez
Cabello's earlier mark, refers to the type of goods covered by that mark, whilst the suffix cor' has no
immediate meaning.

55. Fourth, it considers that the opposing signs may readily be associated, in the minds of consumers, with
their respective proprietors and with the reputation of that proprietor on the market. First, the applicant uses
many registered trade marks ending in cor' and its reputation on the Spanish market is sufficiently high that
other signs which also end in cor' may also be associated with it. Second, it is apparent from the documents
submitted by Iberia to the Opposition Division that
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the earlier marks in question in Case T-184/02 are associated with the well-known name of their proprietor or
with other verbal elements like mundos soñados' or hotel color' which clearly identify the commercial origin
of those marks.

56. In order to prove the existence of, first, a multitude of national registered trade marks which belong to it
and which end in the suffix cor' and a multitude of Community registered trade marks including the words
mundi' or mundo', the applicant in the two cases produces several documents and invites the Court to send
requests for information to the Oficina Española de Patentes y Marcas (Spanish Patent and Trade Mark Office)
and to OHIM under Article 65(b) of the Rules of Procedure.

57. OHIM points out that the global assessment of the likelihood of confusion implies some interdependence
between the relevant factors, and in particular a similarity between the trade marks and between the goods or
services covered.

58. As regards the comparison between the goods and services, OHIM insists in the two cases on the identity
or quasi-identity of the goods and services covered by the marks in issue.

59. As regards the comparison between the signs, OHIM emphasises, in Case T184/02, that since the
Opposition Division and the Board of Appeal found in favour of Iberia's opposition in respect of the Spanish
word mark MUNDICOLOR alone, it is not appropriate to compare the mark applied for with the international
figurative mark upon which Iberia also based its opposition. In the same case, OHIM further notes that the
comparison between the marks must be based on the signs as they were registered.

60. From a global comparison of the opposing signs MUNDICOR and MUNDICOLOR, OHIM concludes in
the two cases that they are visually and aurally very similar, although there is no relevant conceptual
similarity between them.

61. There is therefore a likelihood of confusion on the part of the public in the Member State concerned,
namely Spain, because of the similarity of the opposing signs and the identity or substantial similarity of the
goods and services which they cover.

62. The intervener in Case T-184/02 essentially adopts the arguments put forward by OHIM and submits, in
particular, that in the present case the similarity of the opposing marks is amply demonstrated. Referring to
the findings of the Board of Appeal in respect of the visual and aural similarity of the signs in question,
which it considers well founded, the intervener further points to a conceptual similarity between the words
mundicor' and mundicolor', given that the common prefix mundi', referring to mundo' (world) or mundial'
(global), is the predominant conceptual element.

63. Having regard to the exact match, found by the Board of Appeal, between the services covered by the
Community trade mark application and the services covered by its earlier marks, the intervener alleges that the
registration and use of the mark applied for in the same commercial sector as that in which its own marks
circulate inevitably, given the reputation of those marks, gives rise to a likelihood of confusion and association
on the part of the public and causes the intervener serious harm. The intervener points out, in substantiating
the reputation of its earlier marks, that it registered the word mark MUNDICOLOR in numerous countries
throughout the world and that it is the proprietor, in addition to the marks upon which its opposition is based,
of other figurative marks comprising the word mundicolor', registered in Spain or other European countries.

Findings of the Court

64. According to the case-law of the Court of Justice on the interpretation of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), and of the Court of First Instance on Regulation No 40/94, the risk that the public might
believe that the goods or services in question come from the same
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undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of
confusion (Case C39/97 Canon [1998] ECR I-5507, paragraph 29; Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 17; Case T104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR
II-4359, paragraph 25, and Case T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY) [2003]
ECR II43, paragraph 29).

65. The likelihood of confusion on the part of the public must be assessed globally, taking into account all
factors relevant to the circumstances of the case (Case C-251/95 SABEL [1997] ECR I-6191, paragraph 22;
Canon , cited above, paragraph 16; Lloyd Schuhfabrik Meyer , cited above, paragraph 18; Case C-425/98
Marca Mode [2000] ECR I-4861, paragraph 40; Fifties , cited above, paragraph 26, and MYSTERY , cited
above, paragraph 30).

66. That global assessment implies some interdependence between the relevant factors, and, in particular
between the similarity between the trade marks and between the goods or services covered. Accordingly, a
lesser degree of similarity between those goods or services may be offset by a greater degree of similarity
between the marks, and vice versa. The interdependence of those factors finds expression in the seventh recital
in the preamble to Regulation No 40/94, which provides that the concept of similarity should be interpreted in
relation to the likelihood of confusion, the appreciation of which in turn depends, in particular, on the
recognition of the trade mark on the market and the degree of similarity between the trade mark and the sign
and between the goods or services identified (Canon , cited above, paragraph 17; Lloyd Schuhfabrik Meyer ,
cited above, paragraph 19; Fifties , cited above, paragraph 27, and MYSTERY , cited above, paragraph 31).

67. Furthermore, it is apparent from the case-law that the more distinctive the earlier mark, the greater will be
the likelihood of confusion (SABEL , cited above, paragraph 24, and Canon , cited above, paragraph 18), that
distinctiveness being established either in the light of the intrinsic qualities of the mark or owing to the
reputation associated with it (Canon , cited above, paragraph 18, and MYSTERY, cited above, paragraph 34).

68. In addition, the perception of the marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL , cited
above, paragraph 23; Lloyd Schuhfabrik Meyer , cited above, paragraph 25; Fifties , cited above, paragraph
28, and MYSTERY , cited above, paragraph 32). For the purposes of that global assessment, the average
consumer of the products concerned is deemed to be reasonably well informed and reasonably observant and
circumspect. In addition, account should be taken of the fact that the average consumer only rarely has the
chance to make a direct comparison between the different marks but has to place his trust in the imperfect
image of them that he has retained in his mind. It should also be borne in mind that the average consumer's
level of attention is likely to vary according to the category of goods or services in question (Lloyd
Schuhfabrik Meyer , cited above, paragraph 26; Fifties , cited above, paragraph 28, and MYSTERY , cited
above, paragraph 32).

69. In the present case, it should be pointed out that Gonzalez Cabello and Iberia each filed a notice of
opposition to the Community trade mark applied for, by invoking the likelihood of confusion, within the
meaning of Article 8(1)(b) of Regulation No 40/94, with the Spanish word mark MUNDICOLOR, which
covers goods within Class 2 of the Nice Classification, cited above, and with the Spanish word mark
MUNDICOLOR and the international figurative mark comprised of the words mundi' and color', which cover
services falling within Classes 39 and 42 of that classification.

70. In the contested decision in Case T-184/02 (paragraph 16), the Board of Appeal pointed out that, having
rightly found that there was a likelihood of confusion between the mark applied for and Iberia's Spanish word
mark, the Opposition Division could properly refrain from carrying out
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an assessment of the likelihood of confusion between the mark applied for and the earlier international
figurative mark. Thus it rejected the applicant's complaint alleging a failure to make such an assessment and
refrained in turn from making that assessment.

71. The applicant cannot complain about the reasoning on the part of the Board of Appeal to the effect that if
an opposition is only upheld in respect of one of the rights opposed to the mark applied for, there is no need
to examine the extent to which it might also uphold the opposition in respect of the remaining rights relied
on' (contested decision, paragraph 16).

72. Since Iberia's opposition was twice upheld on the basis of the earlier word mark, any considerations in
respect of the degree of similarity between the mark applied for and the earlier figurative mark can only be
relevant where the Court, on the basis of other arguments advanced by the applicant, excludes, contrary to the
finding of the Board of Appeal, a likelihood of confusion on the part of the Spanish public between the mark
applied for and Iberia's earlier word mark.

73. Accordingly, in examining the present plea in law, it is necessary to proceed directly to the assessment of
the likelihood of confusion between the Community word mark applied for, MUNDICOR, and the earlier
word marks, MUNDICOLOR, belonging to Gonzalez Cabello and Iberia.

74. Given the nature of the goods and services in issue, which are items of everyday consumption, and the
fact that the earlier word marks are registered and protected in Spain, the target public in respect of which the
assessment of likelihood of confusion must be carried out is made up of average consumers in that Member
State, who are, for the most part, Spanish-speaking.

- Comparison of the goods and services in question

75. As regards the comparison of the goods and services, it should be pointed out that in the two contested
decisions the Board of Appeal, without carrying out its own analysis, held that there was identity or
quasi-identity between, first, the goods and services covered by the earlier word marks and, second, the goods
and services covered by the Community trade mark application in respect of which the opposition was upheld.
It found that the applicant did not challenge that assessment made by the Opposition Division.

76. Since the applicant also does not challenge that assessment in the present actions and consequently accepts
it as given that there is a very high level of similarity (identity or quasi-identity) between the goods and
services covered by the opposing marks, but claims by contrast that these are not similar or, a fortiori,
identical and that there is no likelihood of confusion between them, assessment should be limited to those two
points.

- Comparison of the opposing signs

77. According to the case-law, the global assessment of the likelihood of confusion, as regards the visual,
aural or conceptual similarity of the marks in question, must be based on the overall impression created by
them, bearing in mind, in particular, their distinctive and dominant components (SABEL , cited above,
paragraph 23; Lloyd Schuhfabrik Meyer , cited above, paragraph 25, and Canon , cited above, paragraph 16).
Furthermore, the Court of Justice has held that it is possible that mere aural similarity between trade marks
may create a likelihood of confusion (Lloyd Schuhfabrik Meyer , cited above, paragraph 28).

78. It is therefore necessary to compare the visual, aural and conceptual aspects of the conflicting signs,
noting that the terms for that comparison are, as OHIM rightly points out, provided by, first, the Community
trade mark applied for and, second, in accordance with Article 8(2)(a)(ii) of Regulation No 40/94, the earlier
marks as they were registered in Spain, namely the verbal sign MUNDICOLOR.

79. In the contested decision in Case T-183/02, the Board of Appeal did not carry out a visual
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comparison of the signs MUNDICOR and MUNDICOLOR, but focused on the aural similarity between them,
which the applicant had challenged before it. It noted in this connection that the two marks have in common
the first seven letters which also form their first three syllables, and the last letter'; that the only difference
between those marks is the addition of the letters lo' which are the fourth syllable of the earlier mark; that,
being inserted between the letters o' and r', those additional letters do not alter to an appreciable extent the
sound pattern of the sign'; and that it is usually the first syllables which most influence the consumer's
perception' (paragraph 16 of that decision).

80. In the contested decision in Case T-184/02, the Board of Appeal made a combined visual and aural
comparison of the marks MUNDICOR and MUNDICOLOR, emphasising that these have the first seven and
last letters in common,... have the same visual appearance and the same sound pattern', and differ solely in
that the applicant's mark ends in or', whereas the opposing mark ends in olor'. Since that difference occurs at
the end of the two words, it attracts less attention and therefore does not substantially alter the clear visual
and aural similarity of the two signs (paragraph 21 of that decision).

81. It is clear that visually the similarities between the word marks MUNDICOLOR and the mark applied for,
MUNDICOR, are very pronounced. As was pointed out by the Board of Appeal, the only visual difference
between the signs is in the additional letters lo' which characterise the earlier marks and which are, however,
preceded in those marks by six letters placed in the same position as in the mark MUNDICOR and followed
by the letter r', which is also the final letter of the mark applied for. Given that, as the Opposition Division
and the Board of Appeal rightly held, the consumer normally attaches more importance to the first part of
words, the presence of the same root mundico' in the opposing signs gives rise to a strong visual similarity,
which is, moreover, reinforced by the presence of the letter r' at the end of the two signs. Given those
similarities, the applicant's argument based on the difference in length of the opposing signs is insufficient to
dispel the existence of a strong visual similarity.

82. As regards aural characteristics, it should be noted first that all eight letters of the mark MUNDICOR are
included in the MUNDICOLOR marks.

83. Second, the first two syllables of the opposing signs forming the prefix mundi' are the same. In that
respect, it should again be emphasised that the attention of the consumer is usually directed to the beginning
of the word. Those features make the sound very similar.

84. Third, according to the rules of syllabification and accentuation peculiar to the Spanish language, the
opposing signs are composed of four and three syllables respectively, namely mun-di-co-lor' and mun-di-cor',
and the tonic accent in the two signs falls on the last syllable lor' and cor' respectively. The letters forming
the final syllable of the mark applied for, namely cor', are all present in the earlier marks and more
particularly in the final two syllables thereof. The syllables lor' and cor' which end the two signs have in
common, in addition to the vowel o', on which the tonic accent falls, the final consonant r', which in Spanish
is characterised by a very strong pronunciation. Those features make the sound very similar.

85. In the light of those considerations, the applicant's argument based on the presence of the additional letters
lo' and an additional syllable in the earlier marks does not dispel the marked aural similarity between the
signs, which must be assessed on the basis of the overall impression produced by their full pronunciation.

86. As regards the conceptual comparison, the Board of Appeal held in Case T183/02, inter alia, that the
difference between the very specific expression El Corte Inglés and the simple and relatively banal ending cor
is so great that the target public, made up of average consumers who are reasonably
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well informed and reasonably observant and circumspect..., will neither associate nor immediately identify that
final part of the... Community mark [applied for] with the undertaking El Corte Inglés, well known as the
latter is' (paragraph 17 of that decision).

87. In the contested decision in Case T-184/02, the Board of Appeal noted that the word part [mundi], in
spite of being used frequently in the field of distribution and marketing of goods and services, is not a generic
term likely to be deprived of any distinctive character'. Such a word is an intrinsic part of the marks in issue
in the dispute, ... visually and aurally perceived as such by the ordinary consumer' (paragraph 21 of that
decision).

88. First, as OHIM acknowledged in its pleadings, there is no significant conceptual similarity between the
opposing marks.

89. The latter certainly have in common the word mundi', which, although it does not correspond to any word
in the Spanish language, has a certain evocative force in that it is very close, having regard also to its
meaning in Latin (of the world'), to the noun mundo' (world) and the adjective mundial' (global).

90. However, the word mundi' is only a prefix in the opposing marks, whereas their conceptual similarity
must be assessed on the basis of the evocative force that may be recognised in each of them taken as a
whole. In this connection it should be noted that, whilst in the earlier marks the prefix mundi' is accompanied
by the noun color' (colour) to form a word which, without having any clear and determined meaning,
nevertheless evokes ideas (like colours of the world' or the world in colours') likely to be understood by the
target public, in the mark applied for the same prefix is accompanied by the suffix cor', a term which has no
meaning in the Spanish language, so that the mark, notwithstanding the evocative force of the prefix mundi',
is ultimately deprived of any particular conceptual force for that public.

91. It should be added that in the marks MUNDICOLOR, the term mundi' does not necessarily appear to be
the dominant element in conceptual terms, since it is associated with another term (color') which has an even
more precise meaning (colour). Furthermore, as OHIM stated in its pleadings, the term mundi' is often used in
the marketing of goods or services. In those circumstances, it cannot constitute a conceptual link between the
opposing marks so as to lead to the conclusion that those are conceptually similar.

92. Accordingly, it is unnecessary to examine the documents produced by the applicant in support of its
allegation that the prefix mundi' in the two signs does not give rise to any conceptual similarity between them
or to uphold the applicant's request that the Court seek information from OHIM.

93. Second, it should be noted that the conceptual differences which distinguish the opposing marks may be
such as to counteract to a large extent the visual and aural similarities between those marks. For there to be
such a counteraction, however, at least one of the marks at issue must have, from the point of view of the
relevant public, a clear and specific meaning so that the public is capable of grasping it immediately and the
other mark must have no such meaning or an entirely different meaning (judgment of 14 October 2003 in
Case T-292/01 Phillips-Van Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR
II-0000, paragraph 54.

94. However, it is clear that those conditions are not met in the present case.

95. First, whilst the MUNDICOLOR marks have a certain evocative force they cannot be regarded as having
any clear and specific meaning in the mind of the relevant public (see paragraph 90 above).

96. Second, the mark MUNDICOR is also devoid of any such meaning as the applicant's argument in relation
to the alleged conceptual link between the signs ending in cor' and its name El Corte Inglés cannot be upheld.
In this connection, it should be noted that, regardless of the reputation

© An extract from a JUSTIS database



62002A0183 European Court reports 2004 Page II-00965 13

which the applicant enjoys in the Spanish market, the fact that it has registered a number of marks ending in
cor' does not prove that the Spanish public associates all other signs ending in cor' with the applicant, and in
particular the mark applied for, MUNDICOR, since the Board of Appeal rightly highlighted the substantial
difference between the expression El Corte Inglés' and the simple suffix cor' in the contested decision in Case
T-183/02 (see paragraph 86 above). In order to demonstrate such an association in the mind of the target
public, the applicant advanced before OHIM and during these proceedings mere assertions unsupported by
evidence.

97. Thus, the offer of evidence by the applicant to show that the multitude of national marks ending in cor' of
which it is allegedly the proprietor - in addition to being inadmissible on the ground that the admission of
such evidence for the first time before the Court of First Instance is contrary to Article 135(4) of the Rules of
Procedure (see, to that effect, the judgment of 6 March 2003 in Case T-128/01 DaimlerChrysler v OHIM
(Vehicle grille) , not yet published in the ECR, paragraph 18) - must also be rejected on the ground that it is
irrelevant.

98. Furthermore, it cannot be ignored that the opposing marks have in common the prefix mundi', which has a
certain evocative force (see paragraph 89 above); although that does not constitute a link such as to give rise
to conceptual similarity between those marks (paragraph 91 above), it nevertheless limits their conceptual
difference. It should be noted in that connection that in the mark applied for that prefix is, in any event, the
dominant conceptual feature.

99. In those circumstances, it cannot be asserted that there is a conceptual difference between the opposing
marks which neutralises the pronounced visual and aural similarity.

100. Accordingly, the Board of Appeal was right to find that the opposing signs are similar within the
meaning of Article 8(1)(b) of Regulation No 40/94.

- The likelihood of confusion

101. Since it is not in dispute that the goods and services covered by the opposing marks are identical or very
similar and it has been found that these are similar, from the point of view of their strong aural and visual
similarities, there is, a priori, a likelihood of confusion on the part of the target public.

102. However, in Case T-184/02, the applicant further claims that, in the present case, the likelihood of
confusion should not be assessed solely on the basis of similarities or differences between the opposing signs,
but also in relation to the association of those signs, in the use specifically made of them by their proprietor
on the market, with other verbal or graphic elements which are not part of the registered mark. It submits in
this connection that the mark applied for is always associated with its name, which is well known, and that
Iberia in fact uses its mark by associating it with its name, no less well known in Spain, or with other verbal
elements clearly identifying the commercial origin of the sign, such that the likelihood of confusion on the
part of consumers is, in practice, non-existent.

103. That argument must be rejected.

104. First, as regards the alleged association between the mark applied for and the name of the applicant, it
has already been found at paragraph 96 above that no evidence has been adduced by the latter to show that
such an association is in fact made by the target public. Furthermore, in so far as the applicant alludes to a
potential intention always to use the mark applied for in combination with the name El Corte Inglés', it
suffices to point out that its application for a Community trade mark only refers to the word sign
MUNDICOR, associated with no other element, so that that alleged intention is immaterial.

105. Second, the fact, alleged by the applicant that the sign MUNDICOLOR can be used by its
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proprietor, Iberia, in combination with other verbal or figurative elements has no bearing on the assessment of
the likelihood of confusion within the meaning of Article 8(1)(b) of that regulation. As long as it remains the
proprietor of its earlier mark, Iberia may in principle use the verbal sign of which it is composed, without
associating it with other factors, and may make use of that protected sign, subject to the application of Article
43(2) of Regulation No 40/94, to oppose registration of a Community trade mark which would give rise to a
likelihood of confusion with that sign within the meaning of Article 8(1)(b) of that regulation.

106. In the light of the foregoing considerations, the Board of Appeal was right to find, in the contested
decisions, that there was a likelihood of confusion within the meaning of Article 8(1)(b) of Regulation No
40/94 between the mark applied for, MUNDICOR, and the earlier MUNDICOLOR marks. Accordingly, the
plea in law in the two cases alleging infringement of that article must be dismissed, without it being
necessary, in Case T-184/02, to consider whether the alleged reputation of Iberia's earlier mark - raised by the
intervener in support of there being a likelihood of confusion in the present case in the light of the case-law
cited at paragraph 67 above - or whether there is also a likelihood of confusion with the other earlier mark on
which Iberia based its opposition, namely the international figurative mark comprising the terms mundi' and
color'.

107. It follows from the foregoing that the present actions must be dismissed in their entirety.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2005. Cervecería Modelo, SA de CV v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition proceedings - Application for a Community figurative mark representing a bottle of

beer including the verbal element "negra modelo" - Earlier national figurative mark Modelo -
Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-169/02.

In Case T-169/02,

Cervecería Modelo, SA de CV, established in Mexico, represented by C. Lema Devesa and A. Velazquez
Ibañez, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J. Crespo
Carrillo and I. de Medrano Caballero, acting as Agents,

defendant,

the other party to the proceedings before the OHIM Board of Appeal, and interveners before the Court of
First Instance, being,

Modelo Continente Hipermercados, SA, established in Senhora da Hora (Portugal), represented by N. Cruz, J.
Pimenta and T. Colaço Dias, lawyers,

ACTION brought against the decision of the Third Board of Appeal of OHIM of 6 March 2002 (Cases R
536/2001-3 and R 674/2001-3), concerning opposition proceedings between Cervecería Modelo, SA de CV and
Modelo Continente Hipermercados, SA,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of B. Vesterdorf, President, P. Mengozzi and I. Labucka, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Court Registry on

30 May 2002,

having regard to the response lodged at the Court Registry on

12 December 2002,

having regard to the response of the intervener lodged at the Court Registry on 25 November 2002,

further to the hearing on

14 September 2004,

gives the following

Judgment

Costs

48. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for. As the applicant has been unsuccessful, it must be
ordered to pay the costs, in accordance with the forms of order sought by OHIM and the intervener.
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On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 19 May 1999, Cervecería Modelo, SA de CV filed an application for a Community trade mark at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. The trade mark for which registration was sought is the figurative sign reproduced below, bearing the
colours gold, orange, white, black and brown (the NEGRA MODELO trade mark'):

>image>0

3. The goods and services in respect of which registration of the trade mark was sought were in Classes 25,
32 and 42 of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the
following descriptions for each class:

- class 25: Clothing';

- class 32: Beer';

- Class 42: Services related to bars, restaurants and night clubs'.

4. The application was published on 17 January 2000 in Community Trade Marks Bulletin No 5/2000.

5. On 17 April 2000, Modelo Continente Hipermercados, SA lodged an opposition against the applicant's
application, pursuant to Article 42 of Regulation No 40/94. The opposition related to all the goods and
services referred to in the applicant's application for a Community trade mark. The opposition was based on
the following national figurative trade mark:

>image>1

6. That trade mark had been registered in Portugal on 20 January 1995 for articles of clothing, including
footwear' in class 25 and on 20 April 1995 for syrups, beers, refreshing drinks and non-alcoholic beverages' in
class 32.

7. By Decision No 763/2001 of 23 March 2001, the Opposition Division of OHIM granted the application for
registration in respect of clothing', services related to bars, restaurants and night clubs' and, allowing the
opposition in part, rejected the application for the good in class 32 (beer'), on the ground that there was a
likelihood of confusion between the opposing signs for that good.

8. On 23 May 2001, the applicant brought an appeal (Case R 536/20013) against the decision of the
opposition division, claiming that registration of the trade mark sought for the product in class 32 (beer')
should not have been refused.

9. On 23 May 2001, the intervener brought an appeal (Case R 674/20013) against that decision, in so far as it
granted the application for registration.

10. By decision of 6 March 2002 (the contested decision'), the Third Board of Appeal of OHIM dismissed the
appeals and upheld the registration of the trade mark for the goods and services in
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classes 25 and 42 and the refusal to register the good in class 32, on the ground that for that good there was
a likelihood of confusion between the Community trade mark sought and the earlier national trade mark.

Forms of order sought by the parties

11. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

12. OHIM and the intervener contend that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

13. In support of its application, the applicant relies on a single plea in law, alleging breach of Article 8(1)(b)
of Regulation No 40/94.

Arguments of the parties

14. The applicant maintains, first, that the likelihood of confusion between the trade mark NEGRA MODELO
for which registration is sought and the intervener's trade mark Modelo must be assessed on the basis of the
prior use of the intervener's mark. Since, in the applicant's submission, the intervener has adduced no evidence
of serious use of its trade mark, there can be no likelihood of confusion between that trade mark and the
applicant's trade mark.

15. Second, the applicant refers to the reputation of the trade mark NEGRA MODELO; it observes that the
Board of Appeal did not take that reputation sufficiently into account when assessing the likelihood of
confusion with the intervener's trade mark and also that that reputation prevents consumers from being misled
and thus precludes any likelihood of confusion.

16. Third, the applicant disputes the Board of Appeal's finding that there was a likelihood of confusion
between the earlier trade mark and that proposed for registration. It submits that the Board did not carry out a
global appreciation of the likelihood of confusion, on the basis of the overall impression given by the trade
marks in question in visual, aural and conceptual terms, contrary to what the Court of Justice stated at
paragraph 25 of its judgment in Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819. Furthermore,
the Board precluded from the global appreciation the figurative elements and the colours described in the
application for a Community trade mark NEGRA MODELO. Last, it incorrectly separated the words negra'
and modelo', being of the view that the former was descriptive.

17. OHIM submits, first of all, that according to Article 43(2) of Regulation No 40/94, proof that the earlier
trade mark on which the opposition is based has been used must be adduced by the opponent if the applicant
so requests. In the present case, the applicant did not request the opponent to adduce such proof.

18. Next, as regards the argument which the applicant derives from the alleged reputation of its trade mark,
OHIM observes that the documents which it produces in support of such reputation refer to the use of the
mark in Spain, whereas it is in Portugal that the likelihood of confusion must be evaluated. At the hearing,
moreover, OHIM challenged the admissibility of the documents, on the ground that they were presented for
the first time before the Court.

19. As regards the appreciation of the likelihood of confusion, OHIM submits that while in visual

© An extract from a JUSTIS database



62002A0169 European Court reports 2005 Page 00000 4

terms the degree of similarity between the trade marks in question is lesser, it is greater in aural and
conceptual terms. As regards, in particular, conceptual similarity, OHIM contends that the Board did not
arbitrarily break down the sign to which the trade mark relates but, on the contrary, made a global analysis of
all of its constituent elements.

20. The intervener submits that there is no contradiction between the global appreciation of the likelihood of
confusion and the examination of the distinctive and dominant elements of the trade mark, as the unitary and
unfragmented vision of the trade mark shows that one of its components is predominant.

21. From the conceptual aspect, the intervener further maintains that the word negra' has a particular meaning,
namely having a very dark colour: black', and that it is used in Portugal in everyday language to designate a
type of brown beer. By reference to the goods designated by the trade marks in question, the word negra'
therefore has no distinctive character.

Findings of the Court

22. Under Article 74(1) of Regulation No 40/94, in proceedings relating to relative grounds for refusal of
registration, the examination is to be restricted to the facts, evidence and arguments provided by the parties
and the relief sought. It follows that, in relation to a relative ground for refusal of registration, elements of
law and of fact which are pleaded before the Court without having previously been raised before the
departments of OHIM cannot affect the legality of a decision of OHIM's Board of Appeal (see, in respect of
new facts, Case T-115/03 Samar v OHIM - Grotto (GAS STATION) [2004] ECR II-0000, paragraph 13).

23. Consequently, in the context of the review of the legality of decisions of OHIM's Boards of Appeal, for
which the Court has jurisdiction under Article 63 of Regulation No 40/94, those elements of fact and of law
cannot be examined for the purpose of assessing the legality of the decision of the Board of Appeal and must
therefore be declared inadmissible (GAS STATION , paragraph 14).

24. In the present case, as it is not disputed that the objections based on non-use of the earlier trade mark and
the reputation of the trade mark proposed for registration were not assessed by the Board of Appeal, since the
applicant did not rely on them, they must be declared inadmissible.

25. As regards the appreciation of a likelihood of confusion between the trade marks in question, it should be
recalled that, according to the case-law of the Court of Justice on the interpretation of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1) and of the Court of First Instance in relation to Regulation No 40/94, there is a likelihood
of confusion if the public may believe that the goods or services in question come from the same undertaking
or, as the case may be, from economically-linked undertakings (Case C-39/97 Canon [1998] ECR I-5507,
paragraph 29; Lloyd Schuhfabrik Meyer , paragraph 17; Case T104/01 Oberhauser v OHIM - Petit Liberto
(Fifties) [2002] ECR II-4359, paragraph 25; Case T-99/01 Mystery Drinks v OHIM - Karlsberg Brauerei
(MYSTERY) [2003] ECR II-43, paragraph 29; and Joined Cases T-183/02 and T-184/02 El Corte Inglés v
OHIM - Gonzalez Cabello and Iberia Líneas Aéreas de España (MUNDICOR) [2004] ECR II-0000, paragraph
64).

26. In particular, according to Article 8(1)(b) of Regulation No 40/94, the appreciation of the existence of a
likelihood of confusion implies the identity or similarity of the goods or services designated by the conflicting
signs and also identity or similarity between those signs.

27. In the present case, as regards the similarity of the products, it is common ground that the good
designated by the earlier trade mark and by the trade mark proposed for registration is the same, namely beer.
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28. As regards the similarity between the conflicting signs, it is on the Portuguese market that the likelihood
of confusion was identified by the Board of Appeal (paragraph 50 of the contested decision). The Board of
Appeal also found that the relevant consumer was the average Portuguese consumer, well informed and
reasonably observant and circumspect, by reference to whom it therefore assessed the impression that the trade
marks in question might produce. Those findings of the Board of Appeal have not been challenged in these
proceedings.

29. As regards the appreciation of the likelihood of confusion, it follows from the contested decision
(paragraph 36 et seq.) that the Board of Appeal compared the trade marks in question by considering the
overall impression produced by the conflicting marks in visual, aural and conceptual terms.

30. Contrary to what the applicant maintains, the Board of Appeal therefore did not fail to comply with the
obligation to make a global appreciation of the likelihood of confusion.

31. As regards the applicant's observation concerning the separate appreciation of the words negra' and
modelo', it should be recalled that the global appreciation of the likelihood of confusion between two marks
must be based on the overall impression created by them, bearing in mind, in particular, their distinctive and
dominant components (see, by analogy, Case C-251/95 SABEL [1997] ECR I6191, paragraph 23; Lloyd
Schuhfabrik Meyer , paragraph 25; and Fifties , paragraph 34).

32. As regards marks composed of a number of words, the attempt to determine the dominant component
inevitably entails an analysis of the meaning which each of those words has for the relevant consumer.

33. That approach must be based, first, on an examination of the trade marks in question, each considered as
a whole', and, second, on the intrinsic qualities' of each of the components by comparison with those of the
other components (Case T-6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN) [2002] ECR
II-4335, paragraphs 34 and 35.

34. Nor will the relevant public generally consider a descriptive element forming part of a complex mark as
the distinctive and dominant element of the overall impression conveyed by that mark (Case T-129/01
Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 53; Case T-10/03 Koubi v
OHIM - Flabesa (CONFORFLEX) [2004] ECR II-0000, paragraph 60; and Case T-117/02 Grupo El Prado
Cervera v OHIM - Debuschewitz (CHUFAFIT) [2004] ECR II0000, paragraph 51).

35. In the present case, it cannot be disputed that the word modelo' is the dominant component of the
complex trade mark NEGRA MODELO.

36. Negra' is a descriptive component, since it may be used in Portuguese to designate brown beer, i.e. the
type of beer sold under the trade mark NEGRA MODELO.

37. Consequently, the attention of the average Portuguese consumer will be focused on the word modelo'.

38. It follows that modelo' is the dominant component of the trade mark NEGRA MODELO, both where that
word is considered in relation to the other components of the trade mark and where the overall impression
which it produces is appreciated. The Board of Appeal was therefore correct, at point 42 of the contested
decision, to classify the word modelo' in the mark proposed for registration as dominant.

39. As regards the applicant's argument that the Board failed to take into consideration the particular graphic
features of the trade mark NEGRA MODELO, it should be noted that, in the analysis of the overall
impression created by the marks in question in visual, aural and conceptual terms, there is no need for the
likelihood of confusion to exist in respect of all of those terms. As OHIM correctly recalls, it is possible that
certain differences existing on one of those levels may be neutralised, in the overall impression produced for
the consumer, by similarities existing on other
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levels. Regard being had to the aural and conceptual similarities between the signs in question, the visual
differences between the signs are not such as to dispel a likelihood of confusion (Fifties , paragraph 46).

40. In the present case, the aural and conceptual identity between the dominant component of the mark
proposed for registration and the earlier mark neutralise the visual differences deriving from the graphic
particularities of the mark proposed for registration, so that those differences do not serve to dispel a
likelihood of confusion.

41. Furthermore, that similarity concerns two trade marks designating the same product, beer. In that regard, it
should be borne in mind that a lesser degree of similarity between marks may be offset by a greater degree of
similarity between the designated goods or services (see, by analogy, Canon , paragraph 17, Lloyd
Schuhfabrik Meyer , paragraph 19, and Fifties , paragraph 27).

42. It follows from the foregoing that the appreciation in the contested decision of the likelihood of confusion
between the applicant's trade mark NEGRA MODELO and the intervener's trade mark Modelo is not unlawful,
as the Board of Appeal correctly found that the word modelo' is dominant in the applicant's trade mark and
that that word is identical to the only word constituting the earlier mark.

43. In the present case, the identity of the good designated by the conflicting signs merely reinforces the
similarity between them.

44. On the basis of the foregoing, it must be held that there is a likelihood that the relevant public will be led
to believe that the goods designated by the conflicting signs are from the same undertaking or, at least, from
economically-linked undertakings.

45. Furthermore, the existence of that likelihood of confusion is borne out by the fact that the average
consumer only rarely has the opportunity to make a direct comparison between the different marks but must
place his trust in the imperfect picture of them which he has kept in his mind (Lloyd Schuhfabrik Meyer ,
paragraph 26, and GAS STATION , paragraph 37).

46. Consequently, it must be held that there is a likelihood of confusion between the NEGRA MODELO and
Modelo trade marks, within the meaning of Article 8(1)(b) of Regulation No 40/94.

47. It follows from all of the foregoing that the grounds on which the applicant seeks a declaration that the
Board of Appeal infringed Article 8(1)(b) of Regulation No 40/94 cannot be upheld. The application must
therefore be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2004. Kaul GmbH v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition proceedings - Application for Community word mark ARCOL - Earlier Community

word mark CAPOL - Scope of the assessment conducted by the Board of Appeal - Assessment of
evidence adduced before the Board of Appeal. Case T-164/02.

In Case T-164/02,

Kaul GmbH, established in Elmshorn (Germany), represented by G. Würtenberger and R. Kunze, lawyers,

applicant,

Bayer AG, established in Leverkusen (Germany),

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal having been

Bayer AG, established in Leverkusen (Germany),

ACTION brought against the decision of the Third Board of Appeal of OHIM of 4 March 2002 (Case R
782/2000-3), relating to opposition proceedings between Kaul GmbH and Bayer AG,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of H. Legal, President, M. Vilaras and I. Wiszniewska-Biaecka, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on

30 June 2004,

gives the following

Judgment

Facts

1. On 3 April 1996 Atlantic Richfield Company (Atlantic Richfield Co.) filed an application for a Community
trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2. The mark in respect of which registration was sought is the word mark ARCOL.

3. The goods in respect of which registration of the mark was applied for are within Classes 1, 17 and 20 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended. The goods within Class 1 include chemical
substances for preserving foodstuffs'.

4. On 20 July 1998, the trade mark application was published in the Community Trade Marks Bulletin.
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5. On 20 October 1998 the applicant gave notice of opposition under Article 42(1) of Regulation No 40/94 to
registration of the trade mark applied for, in respect of chemical substances for preserving foodstuffs' within
Class 1. The opposition was based on the existence of an earlier Community trade mark, registered on 24
February 1998 under number 49106. That mark consists of the word mark CAPOL and covers the goods
referred to as chemical preparations for keeping fresh and preserving foodstuffs, namely, raw materials for
smoothing and preserving prepared food products, in particular, confectionery', within Class 1. In support of
the opposition, the applicant relied on the ground for refusal referred to in Article 8(1)(b) of Regulation No
40/94.

6. By decision of 30 June 2000 the Opposition Division rejected the opposition on the ground that, even if
the goods were identical, there could not be any likelihood of confusion between the marks at issue because
they were different visually and phonetically.

7. On 24 July 2000 the applicant filed notice of appeal under Article 59 of Regulation No 40/94 against the
Opposition Division's decision.

8. By letter of 17 July 2000, received on 24 July 2000, OHIM was informed by Bayer AG of the transfer to
it of the trade mark application in respect of ARCOL filed by Atlantic Richfield Co. The transfer was entered
in the Register of Community trade marks on 17 November 2000 pursuant to Article 17(5) and Article 24 of
Regulation No 40/94.

9. On 30 October 2000 the applicant filed with OHIM its written statement setting out the grounds of appeal,
as provided for in Article 59 of Regulation No 40/94.

10. By decision of 4 March 2002, notified to the applicant on 25 March 2002 (the contested decision'), the
Third Board of Appeal of OHIM dismissed the appeal. The Board of Appeal found essentially that account
could no longer be taken of the allegedly highly distinctive character of the earlier mark due to its being well
known, since the applicant had put that fact forward only at the appeal stage. The Board of Appeal also noted
that the applicant had, in reality, not so much submitted a fresh argument as changed the legal basis of its
opposition to Article 8(2)(c) of Regulation No 40/94, relating to well-known trade marks. The Board also
found that, despite the identical nature of the goods, there was no likelihood of confusion between the word
marks at issue, given the considerable differences between them visually and phonetically, the highly
specialised nature of the market for the goods in question and the likely expertise of the typical consumer of
those goods.

Procedure and forms of order sought

11. By application lodged at the Registry of the Court of First Instance on 24 May 2002 the applicant brought
the present action. On 16 October 2002 OHIM lodged its response at the Registry of the Court.

12. By letter lodged at the Registry of the Court on 7 November 2002, the applicant, pursuant to Article
135(2) of the Rules of Procedure of the Court of First Instance, requested permission to lodge a reply.

13. On 20 November 2002, the Court of First Instance (Fourth Chamber) decided that it was not necessary to
proceed with a second exchange of written observations, since the applicant could elaborate on its pleas and
arguments and reply to OHIM's response during the oral procedure.

14. Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (Fourth Chamber) decided to
open the oral procedure.

15. The parties presented oral argument and replied to the questions put to them by the Court at the hearing
on 30 June 2004.
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16. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

17. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

18. The applicant relies essentially on four pleas in law in support of its action: first, breach of the obligation
to examine the evidence adduced by it before the Board of Appeal; second, infringement of Article 8(1)(b) of
Regulation No 40/94; third, infringement of the principles of procedural law acknowledged in the Member
States and the procedural rules applicable before OHIM, and, fourth, breach of the duty to state reasons.

19. It is appropriate to begin by examining the first plea.

Arguments of the parties

20. According to the applicant, the Board of Appeal's finding that, after the end of the opposition proceedings,
new facts are no longer admissible before it results from a misunderstanding of the function of boards of
appeal. On the contrary, proceedings before the Board of Appeal must be regarded as a second instance of
review of the merits, in the course of which new facts may be put forward by the parties. The Board of
Appeal was thus wrong in refusing to examine in this case, for the purposes of assessing the likelihood of
confusion, the evidence adduced by the applicant in its written statement of 30 October 2000 concerning the
highly distinctive character of the earlier mark CAPOL, consisting of a declaration in lieu of an oath from the
applicant's managing director together with a list of the applicant's customers. In so doing OHIM acted in
breach of the applicant's right to be heard.

21. Moreover, contrary to OHIM's assertions, the applicant, did not in any way give up Article 8(1)(b) of
Regulation No 40/94 in favour of Article 8(2)(c) of that regulation as the basis of its opposition. The
documents produced in the statement of 30 October 2000 were not intended to provide new facts but rather to
supplement the arguments already put forward during the opposition proceedings.

22. OHIM responds that the applicant's position is based on an incorrect interpretation of the system of legal
protection established by Regulation No 40/94 and applied in settled case-law' of the boards of appeal. The
continuity in terms of their functions between the boards of appeal and the opposition division means that it is
not sufficient to bring an appeal in order to avoid the consequences of noncompliance with the time-limits
fixed by the opposition division. Accordingly, OHIM states that, apart from a few exceptions, the boards of
appeal always refuse to take account of any new statement of facts not presented within those timelimits.

23. The first time the applicant put forward its position as leader in the market in chemical preparations for
preserving foodstuffs and the well-known character of the mark CAPOL among the public concerned was
before the Board of Appeal. Those are new facts and indeed, in so far as the applicant uses the expression
well known', a change to Article 8(2)(c) of Regulation No 40/94 in the legal basis of its opposition.

24. OHIM further submits that had the applicant's position in the market and the corresponding strengthening
of the distinctive character of its mark been taken into account, this would not have
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led to a finding that there is a likelihood of confusion.

Findings of the Court

25. It is appropriate to note, as a preliminary point, that the evidence adduced by the applicant before the
Board of Appeal consists of a declaration in lieu of an oath from the applicant's managing director and a list
of the applicant's customers.

26. Those documents, relating to the degree of use of the applicant's mark, were produced by the applicant in
support of its line of argument put forward previously before the Opposition Division - at that point based
solely on considerations relating to the lack of distinctive character of the applicant's mark - to the effect that
that mark was highly distinctive and should therefore have greater protection.

27. The Board of Appeal, in paragraphs 10 to 12 of the contested decision, and then OHIM, in paragraph 30
of its response, considered that that new statement of facts could not be taken into account, because it was
made after the expiry of the timelimits set by the Opposition Division.

28. It must be stated, however, that that position is not compatible with the continuity in terms of their
functions between the departments of OHIM as affirmed by the Court of First Instance as regards both ex
parte proceedings (judgment in Case T163/98 Procter &amp; Gamble v OHIM (BABY-DRY) [1999] ECR
II2383, paragraphs 38 to 44, not overturned on this point by the Court of Justice in Case C-383/99 P Procter
&amp; Gamble v OHIM (BABY-DRY) [2001] ECR I6251, and Case T-63/01 Procter &amp; Gamble v OHIM
(Soap bar shape) [2002] ECR II5255, paragraph 21) and inter partes proceedings (Case T-308/01 Henkel v
OHIM LHS (UK) (KLEENCARE) [2003] ECR II-0000, paragraphs 24 to 32).

29. It has been held that it follows from the continuity in terms of their functions between the departments of
OHIM that, within the scope of application of Article 74(1) in fine of Regulation No 40/94, the Board of
Appeal is required to base its decision on all the matters of fact and of law which the party concerned
introduced either in the proceedings before the department which heard the application at first instance or,
subject only to Article 74(2), in the appeal (KLEENCARE , paragraph 32). Thus, contrary to OHIM's
assertions concerning inter partes proceedings, the continuity in terms of their functions between the various
departments of OHIM does not mean that a party which, before the department hearing the application at first
instance, did not produce certain matters of fact or of law within the time-limits laid down before that
department would not be entitled, under Article 74(2) of Regulation No 40/94, to rely on those matters before
the Board of Appeal. On the contrary, the continuity in terms of functions means that such a party is entitled
to rely on those matters before the Board of Appeal, subject to compliance with Article 74(2) of that
regulation before the Board.

30. Accordingly, in the present case, since the disputed factual evidence was not submitted out of time for the
purposes of Article 74(2) of Regulation No 40/94, but was annexed to the statement lodged by the applicant
before the Board of Appeal on 30 October 2000, that is, within the four-month time-limit laid down in Article
59 of Regulation No 40/94, that board could not refuse to take account of that evidence.

31. Moreover, the Board of Appeal, adopting Bayer's assertion in its statement of 27 December 2000 that the
applicant is, in reality, attempting to prove that its mark has a reputation or is well known, claimed in the
alternative in paragraph 13 of the contested decision that the applicant changed the legal basis of its
opposition from Article 8(1)(b) of Regulation No 40/94 to Article 8(2)(c) thereof.

32. The Court finds that this alternative argument cannot be accepted.
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33. At no stage of the proceedings has the applicant maintained that it was basing its opposition on any
provision other than Article 8(1)(b) of Regulation No 40/94. On the contrary, that is the legal basis on which
the applicant, beginning with the proceedings before the Opposition Division and then before the Board of
Appeal, has relied on the highly distinctive character of its mark and the Court's case-law on the relevance of
that consideration to the assessment of the likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94.

34. It follows from all the foregoing considerations that the Board of Appeal was not able, without infringing
Article 74 of Regulation No 40/94, to refuse to consider the factual evidence adduced by the applicant in its
statement of 30 October 2000 for the purpose of proving the highly distinctive character of the earlier mark
resulting from the use, claimed by the applicant, of that mark in the market.

35. Moreover, according to the case-law, the more distinctive the earlier mark, the greater will be the
likelihood of confusion, and therefore marks with a highly distinctive character, either per se or because of the
recognition they possess on the market, enjoy broader protection than marks with a less distinctive character.
It follows that there may be a likelihood of confusion, notwithstanding a lesser degree of similarity between
the trade marks, where the goods or services covered by them are very similar and the earlier mark is highly
distinctive (see Case C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I3819, paragraphs 20 and 21, and the
case-law cited).

36. Accordingly, since the Board of Appeal found in the present case that the goods covered by the
conflicting marks were identical and that there were certain similarities between those marks, it was not able
to rule as it did on whether there was a likelihood of confusion without taking into account all the factors
relevant to that assessment, including the evidence adduced by the applicant for the purpose of establishing the
highly distinctive character of the earlier mark.

37. It follows that, by failing to take into account the evidence adduced before it by the applicant, the Board
of Appeal infringed its obligations relating to the assessment of the likelihood of confusion under Article
8(1)(b) of Regulation No 40/94. It is not for the Court of First Instance to assume OHIM's role in assessing
the evidence in question; rather, that assessment is for OHIM to carry out. The contested decision must
therefore be annulled, and it is not necessary to adjudicate on the other pleas in law.

Costs

38. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the defendant has been unsuccessful, it
must be ordered to pay the costs, as applied for by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Annuls the decision of 4 March 2002 (Case R 782/2000-3) of the Third Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM);

2. Orders OHIM to pay the costs.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2005. Naipes Heraclio Fournier, SA v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Proceedings in relation to invalidity - Article 51(1)(a) of Regulation (EC) No 40/94 - Figurative
mark comprising the representation of a sword in a pack of cards - Figurative mark comprising the

representation of a knight of clubs in a pack of cards - Figurative mark comprising the representation
of a king of swords in a pack of cards - Absolute grounds for refusal - Article 7(1)(b) and (c) of

Regulation No 40/94. Joined cases T-160/02 to T-162/02.

In Joined Cases T-160/02 to T-162/02,

Naipes Heraclio Fournier, SA, established in Vitoria (Spain), represented by E. Armijo Chavarri, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented initially by
J. Crespo Carrillo, and subsequently by O. Montalto and I. de Medrano Caballero, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of OHIM, intervener before the Court of First
Instance, being

France Cartes SAS, established in Saint Max (France), represented by C. de Haas, lawyer,

ACTION brought against three decisions of the Second Board of Appeal of OHIM of 28 February 2002
(Cases R 771/20002, R 770/2000-2 and R 766/20002), relating to invalidity proceedings between Naipes
Heraclio Fournier, SA, and France Cartes SAS,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Third Chamber),

composed of M. Jaeger, President, V. Tiili and O. Czucz, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the applications and reply lodged at the Registry of the Court of First Instance on 17 May
2002 and 16 June 2003 respectively,

having regard to the responses and the rejoinder of OHIM lodged at the Registry of the Court of First
Instance on 22 November 2002 and 5 August 2003 respectively,

having regard to the intervener's responses and rejoinder lodged at the Registry of the Court of First Instance
on 22 November 2002 and 7 November 2003 respectively,

having regard to the joinder of the present cases for the purposes of the written procedure, the oral procedure
and judgment, in accordance with Article 50 of the Rules of Procedure of the Court of First Instance,

further to the hearing on 30 November 2004,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Third Chamber)
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hereby:

1. Dismisses the applications;

2. Dismisses the intervener's claim that the applicant be ordered to pay the costs as inadmissible in respect of
the costs incurred before the Cancellation Division;

3. Orders the applicant to pay the costs of the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) and the remainder of the intervener's costs;

4. Dismisses the remainder of the intervener's claims.

Background to the dispute

1. On 1st April 1996, the applicant lodged three applications for Community trade marks at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) in accordance with Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2. In Case T-160/02, the mark for which registration was sought is the figurative sign reproduced below
which, according to the description contained in the application, is blue, pale blue, yellow and red in colour
and represents a sword'.

>image>0

>image>1

3. In Case T-161/02, the mark for which registration was sought is the figurative sign reproduced below
which, according to the description contained in the application, is red, yellow, green, ochre, brown, blue and
pale blue in colour.
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4. In Case T-162/02, the mark for which registration was sought is the figurative sign reproduced below
which, according to the description contained in the application, is yellow, ochre, white, red, blue and green in
colour.
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5. The goods for which registration was sought fall within Class 16 of the Nice Agreement Concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following description: playing cards'.

6. The marks requested were registered on 15 April 1998.

7. It is clear from the file that in 1998 the applicant obtained registration as Community trade marks of 23
figurative marks representing Spanish playing cards or symbols appearing on those cards, including the three
marks described above.

8. It is also clear from the file that the applicant was the holder of the copyright in the representation on all
48 cards of the Spanish pack of cards until 10 February 2000.

9. On 7 April 1999, the intervener applied for those registrations to be declared invalid pursuant to Article
51(1)(a) and (b) of Regulation No 40/94, on the ground, firstly, that the registrations were caught by the
absolute grounds for refusal laid down in Article 7(1)(b) to (e)(iii) of that
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regulation and, secondly, that the applicant was acting in bad faith when it filed the application for the trade
mark.

10. On 15 June 2000, the Cancellation Division rejected the applications for a declaration that the marks at i
ssue were invalid, on the ground that the registrations were well founded in law, and ordered the intervener to
pay the costs.

11. On 19 July 2000 the applicant filed three appeals with OHIM pursuant to Articles 57 to 62 of Regulation
No 40/94.

12. By decisions of 28 February 2002 (Cases R 771/20002, R 770/20002 and R 766/20002) (the contested
decisions'), notified to the applicant on 9 March 2002, the Second Board of Appeal allowed the intervener's
appeals and annulled the decisions of the Cancellation Division of 15 June 2000. The Board of Appeal
considered that the signs at issue were both devoid of distinctive character within the meaning of Article
7(1)(b) of Regulation No 40/94 and descriptive, in the sense of Article 7(1)(c) of the same regulation, in that
they would be seen by the average user of such playing cards as representing characteristics of Spanish
playing cards.

Forms of order sought by the parties

13. The applicant claims that the Court should:

- annul the contested decisions;

- order OHIM to pay the costs.

14. OHIM contends that the Court should:

- dismiss the applications;

- order the applicant to pay the costs.

15. The intervener contends that the Court should:

- uphold the contested decisions;

- declare the Community trade marks in question to be invalid;

- order the applicant to pay the costs incurred by the intervener in the cancellation and appeal proceedings.

Admissibility of the form of order sought by and pleas in law of the intervener

16. The applicant submits that the form of order sought by the intervener and its pleas in law cannot be taken
into account by the Court to the extent that they do not seek the annulment or alteration of the contested
decisions. According to the applicant, the Court cannot at the same time uphold the contested decisions and
grant the form of order sought by holding that the marks are invalid by reason of grounds for refusal other
than those stated in the contested decisions.

17. In that regard, the Court notes that, according to Article 134(2) of the Rules of Procedure, interveners are
to have the same procedural rights as the main parties. They may support the form of order sought by a main
party and they may apply for a form of order and put forward pleas in law independently of those applied for
and put forward by the main parties. Pursuant to Article 134(3) thereof, an intervener may, in his response,
seek an order annulling or altering the decision of the Board of Appeal on a point not raised in the
application and put forward pleas in law not raised in the application.

18. The intervener was therefore entitled to apply for a form of order and put forward pleas in law distinct
from those applied for and put forward by the main parties. The intervener concluded
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its response in the following terms: The Court is therefore requested to uphold the [contested decisions] in so
far as they annulled the decisions of the First Cancellation Division; to declare that the marks [in question]
are invalid and to order the [applicant] to pay the [intervener's] costs incurred in the cancellation and appeal
proceedings.' According to the applicant, it is not explicit in the form of order sought by the intervener that
the intervener intended that the Court should alter or amend the contested decisions by application of the
provisions of Article 7(1)(a), (d) and (e)(iii) of Regulation No 40/94 or, in the alternative, of Article 51(1)(b)
of that regulation.

19. It is appropriate to read the form of order sought by the intervener, set out in paragraph 62 of its
responses, in conjunction with paragraphs 8 and 9 thereof. According to paragraph 8, the Court is requested to
uphold the [contested decisions] in that [they held] that the sign[s were] devoid of any distinctive character for
designating playing cards throughout the Community on the basis of Article 7(2) and Article 7(1)(b) and (c)
of Regulation No 40/94; and to rule that the mark[s are] invalid on the basis of Article 7(1)(a), (d) and (e)(iii)
of Regulation No 40/94 or, in the alternative, on the basis of Article 51(1)(b) of Regulation No 40/94'.
According to paragraph 9, however, the Court is requested to alter the [contested decisions] in that they found
the sign[s] to be distinctive in Spain and possibly in Italy'.

20. It is evident from the intervener's written submissions set out in paragraph 19 above that it is merely
disputing certain of the grounds given by the Board of Appeal and suggests that the Court accept additional
grounds justifying, in its view, a declaration that the marks in question are invalid. None the less, the
intervener does not dispute the scope of the contested decisions in which it was held that those marks were
invalid. The intervener cannot therefore be regarded as seeking an alteration of the contested decisions
pursuant to Article 63 of Regulation No 40/94.

21. Furthermore, the intervener requests, in substance, that the Court direct OHIM to declare the marks in
question invalid.

22. In this regard, it is appropriate to recall that, under Article 63(6) of Regulation No 40/94, OHIM is
required to take the measures necessary to comply with the judgment of the Community judicature.
Accordingly, it is not for the Court of First Instance to issue directions to OHIM. It is for the latter to draw
the appropriate inferences from the operative part of the Court's judgments (Case T331/99 Mitsubishi HiTec
Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 33; Case T-34/00 Eurocool Logistik v
OHIM (EUROCOOL) [2002] ECR II-683, paragraph 12; and Case T-129/01 Alejandro v OHIM -
Anheuser-Busch (BUDMEN) [2003] ECR II-2251, paragraph 22). The form of order sought by the intervener
asking the Court to direct OHIM to declare the marks in question invalid is therefore inadmissible.

23. Finally, the intervener requests that the applicant be ordered to pay the costs of the invalidity and appeal
proceedings.

24. It should be noted that, under Article 136(2) of the Rules of Procedure, [c]osts necessarily incurred by the
parties for the purposes of the proceedings before the Board of Appeal and costs incurred for the purposes of
the production, prescribed by the second subparagraph of Article 131(4), of translations of pleadings or other
documents into the language of the case shall be regarded as recoverable costs'. Consequently costs incurred in
the invalidity proceedings cannot be regarded as recoverable costs. The intervener's claim that the applicant be
ordered to pay the costs must therefore be dismissed as inadmissible as far as the costs incurred in the
invalidity proceedings are concerned.

Substance

25. In support of its action for annulment, the applicant puts forward two pleas in law, alleging, first,
infringement of Article 7(1)(b) and, second, of Article 7(1)(c) of Regulation No 40/94.
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26. It is appropriate to begin by examining the second plea in law.

The second plea in law, alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

27. The applicant submits that the prohibition under Article 7(1)(c) of Regulation No 40/94 applies to
indications which are commonly used to designate the main characteristics of a product or service and to
indications which are reasonably likely to fulfil that informative function. That prohibition therefore has no
aim other than the avoidance of registration as marks of signs or indications which, because of their similarity
with means commonly used to designate goods or services or characteristics thereof, cannot fulfil the function
of identifying the undertakings marketing them.

28. In the present case, the applicant submits that the Board of Appeal erred in holding that the marks in
question are composed exclusively of signs descriptive of characteristics of the goods to which they refer. The
applicant considers that the Board of Appeal merely studied the suits swords and clubs of the pack of cards
with regard to the provisions of Article 7(1)(b) of Regulation No 40/94.

29. In so doing, according to the applicant, the Board of Appeal failed to formulate separate and independent
reasoning on the alleged infringement of Article 7(1)(c) of Regulation No 40/94 by the marks in question.

30. Furthermore, the applicant submits that the Board of Appeal extended excessively the scope of application
of the prohibition laid down by that provision. The signs representing the knight of clubs and the king of
swords are not constituted exclusively of descriptive elements.

31. With regard to the knight of clubs, the mark comprises an initial element allegedly descriptive, namely the
club carried by the knight, and a second element which in no way corresponds to that definition, namely the
design of the knight, which acquires more importance and confers on the mark an unusual and distinctive
character going beyond the allegedly descriptive dimension of each element taken in isolation. The same
considerations apply to the design of the king of swords, the allegedly descriptive element being the sword
carried by the king.

32. The Board of Appeal failed, in the applicant's view, to take into consideration the fact that the devices
making up the marks in question are not signs serving to identify a particular type of product, such as
Spanish playing cards of the suits swords and clubs, but are unusual and particular devices, amongst many
others, serving to designate a sword or a card from that pack. The applicant points out that there are hundreds
of different representations to identify the 10 or 12 cards of the suits swords or clubs which form part of the
Spanish pack of cards comprising 40 or 48 cards. So far as the sword is concerned, the design comprising the
mark in question does not correspond to any of the Spanish playing cards as it is an invented device. The
documents submitted to OHIM show that there is no rule or restriction as to the form, colour or details
characterising the figures on Spanish playing cards.

33. The applicant disputes the view of the Board of Appeal that the target public resident outside Spanish or
Italian territory will perceive the marks as being one of the suits of Spanish playing cards. It is unlikely that
the public resident outside the above territories would know that a Spanish pack of cards has four suits,
including swords and clubs, and would recognise the cards comprising the pack. In any event, it is unlikely
that the consumer would recognise the appearance of the club of the knight of clubs or of the sword of the
king of swords and make a direct and immediate connection between the sign in question and the different
suits of Spanish playing cards.

34. According to the applicant, when a potential user of playing cards is faced with the graphic
representations in question, he will not perceive these signs as alluding to one of the suits of
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Spanish playing cards (in the case of the device representing a small sword) or to one of the cards of the
Spanish pack of cards (for the symbols representing the knight of clubs or the king of swords), but will
perceive them as being signs associated with a given manufacturer of playing cards.

35. OHIM points out that the Board of Appeal correctly applied Regulation No 40/94 because it in no way
considered that the two absolute grounds for refusal laid down in Article 7(1)(b) and (c) respectively of that
regulation were interdependent and did not deny that each of those grounds had its own field of application.
That does not prevent the Board from reaching, on the basis of the same reasoning, the conclusion that the
signs in question fall under those two absolute grounds for refusal.

36. The Board of Appeal therefore correctly considered that the simple, ordinary sword and the simple,
ordinary cards bearing the representation of the knight of clubs and the king of swords referred immediately
and directly to the goods which those signs were to identify and correctly concluded that the signs were
descriptive, since they would be understood by the average consumer as representing characteristics of Spanish
playing cards.

37. The intervener submits that the marks in question are composed exclusively of signs describing the
characteristics of the goods at issue, namely: a Spanish-style playing card of the suit swords and the value
one; a Spanish-style playing card of the suit clubs and the figure knight; a Spanish-style playing card of the
suit swords and the figure king. Those signs could never be perceived as designating another playing card.
The target public would therefore immediately be informed of the type of goods (playing cards), of the
destination of those goods (part of a pack of cards intended for a game) and of the quality, quantity and value
of those goods.

Findings of the Court

38. It should be noted that, under Article 7(1)(c) of Regulation No 40/94, trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin or the time of production of the goods or of rendering of the service, or
other characteristics of the goods or service' are not to be registered. Moreover, Article 7(2) of that regulation
provides that [p]aragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only
part of the Community'.

39. Article 7(1)(c) of Regulation No 40/94 prevents the signs or indications to which it refers from being
reserved to one undertaking alone because they have been registered as trade marks. That provision thus
pursues an aim that is in the public interest, which requires that such signs and indications may be freely used
by all (see, by analogy, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779,
paragraph 25; Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-3161, paragraph 73; Case
C-104/01 Libertel [2003] ECR I3793, paragraph 52; Case C-265/00 Campina Melkunie [2004] ECR I-0000,
paragraph 35; and Case C-363/99 Koninklijke KPN Nederland [2004] ECR I0000, paragraph 95).

40. The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are thus those which may
serve in normal usage, from a consumer's point of view, to designate, either directly or by reference to one of
their essential characteristics, goods or services such as those in respect of which registration is sought (Case
C383/99 P Procter &amp; Gamble v OHIM [2001] ECR I6251, paragraph 39).

41. A mark's descriptiveness must be assessed by reference, first, to the goods or services for which
registration of the sign is sought and, second, to the perception of the target public, which comprises
consumers of those goods or services (Case T356/00 Daimler Chrysler v OHIM (CARCARD) [2002] ECR
II1963, paragraph 25).
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42. In the present case it should be noted, firstly, that the goods designated by the marks at issue are playing
cards. It is common ground that these are, in particular, what are called Spanish playing cards, in common
usage in Spain, although the applicant also claims to use the trade marks at issue for other types of playing
cards.

43. It is evident from the file that the Spanish pack of playing cards (la baraja española') is composed of 40
or 48 cards from the ace to the seven or nine, followed by the jack (sota'), the knight (caballo') and the king
(rey'). The four suits are coins (oros'), cups (copas'), clubs (bastos') and swords (espadas').

44. It is therefore common ground that two of the three marks in question represent two of the Spanish cards:
the knight of clubs (Case T-161/02) and the king of swords (Case T-162/02). With regard to the
representation of the sword (Case T160/02), it does not correspond, as such, to the representation of one of
those cards but consists of an element, in the form of a symbol, which is used to represent the swords suit. It
does not represent the value one or ace' of the swords suit, contrary to the intervener's submission. It is clear
from the file that the card representing the ace of swords is different from the symbol reproduced in
paragraph 2 above.

45. With regard to the target public, it should be noted that this includes all potential consumers, in particular
Spanish consumers, of playing cards. The goods in question are intended for general consumption and not
only for professionals or card game enthusiasts, since anyone is likely at some time or another to acquire such
goods either regularly or occasionally. The target public is therefore the average reasonably well-informed and
circumspect consumer, in particular in Spain.

46. It is thus necessary, first, for the purposes of applying Article 7(1)(c) of Regulation No 40/94, to consider
whether, from the point of view of the target public, there is a s ufficiently direct and specific association
between the figurative marks representing the knight of clubs and the king of swords and the categories of
goods in respect of which registration was granted (see, to that effect, Case T355/00 DaimlerChrysler v OHIM
(TELE AID) [2002] ECR II-1939, paragraph 28).

47. In that regard, it should be noted that the designs of the knight of clubs and the king of swords directly
conjure up playing cards for the target public, even if a section of that public is not necessarily acquainted
with Spanish playing cards. All persons who have played with any type of cards identify in those drawings
the representation of a playing card, given that the king and the knight are frequently used symbols on
playing cards. That finding is not invalidated by the fact that the section of the public unacquainted with
Spanish playing cards is not necessarily capable of making a direct connection between these drawings and
the specific suit and value of each of these two cards.

48. In any event, in the mind of the Spanish public, the drawings in question directly designate the precise
suit and value of two Spanish playing cards. The potential Spanish consumer of playing cards will perceive
each of the signs in question as alluding to a specific card.

49. In that regard, it should be noted that, as the applicant points out, although there are numerous different
representations enabling cards of a certain suit to be identified, every undertaking manufacturing and
marketing Spanish playing cards of necessity uses the symbols of the knight and the club to identify the card
having the value 11 of clubs or those of the king and the sword to identify the card having the value 12 of
swords. The applicant's argument that there is no rule or restriction at all as to the form, suit or details
characterising the figures in the Spanish pack of cards cannot therefore be accepted.

50. Moreover, although Article 7(1)(c) of Regulation No 40/94 provides that, to be covered by the ground for
refusal of registration set out therein, the mark must be composed exclusively' of
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signs or indications which may serve to designate the characteristics of the goods or services concerned, it
does not, however, require that those signs or indications should be the only way of designating such
characteristics (see, by analogy, Campina Melkunie , cited above, paragraph 42, and Koninklijke KPN
Nederland , cited above, paragraph 57). The possibility of designing a knight, a king, a sword or a club
slightly differently therefore does not detract from the fact that the marks in question are descriptive of
characteristics of playing cards.

51. Accordingly, and in particular for the Spanish public, there is a direct and specific association between the
marks in question and playing cards.

52. It is appropriate to consider, secondly, whether there is, from the point of view of the target public, a
sufficiently direct and specific association between the figurative mark representing the sword and the
categories of goods for which registration was granted.

53. The potential consumer, the user of playing cards, will - at least in Spain - perceive the sign in question
as alluding to one of the suits of the Spanish pack of cards. Accordingly, at least for the Spanish public, there
is a direct and specific association between the mark in question and the goods in question, that is to say,
playing cards.

54. Furthermore, any undertaking manufacturing and marketing Spanish playing cards of necessity uses the
symbol of the sword to identify cards of that suit.

55. Since the fact that a ground of nonregistrability obtains in part of the Community is enough to justify
refusal of registration of a mark applied for, it is sufficient that the figurative mark consisting of the
representation of a sword is descriptive in Spain.

56. Thirdly, contrary to the applicant's submission, registration of the signs in question could have the effect
of preventing registration or use of other designs of the suit swords or of playing cards corresponding to the
knight of clubs and the king of swords on Spanish playing cards.

57. In those circumstances, it is appropriate to find that the marks in question are descriptive of the
characteristics of the goods designated.

58. With regard to the applicant's argument that the Board of Appeal failed to formulate separate and
independent reasoning concerning the alleged infringement of Article 7(1)(c) of Regulation No 40/94, it should
be noted that each of the grounds for refusal to register listed in Article 7(1) of Regulation No 40/94 is
independent of the others and calls for separate examination. Furthermore, the various grounds for refusal must
be interpreted in the light of the public interest underlying each of them. The public interest taken into
account in the examination of each of those grounds for refusal may or even must reflect different
considerations, depending upon which ground for refusal is at issue (Joined Cases C456/01 P and C457/01 P
Henkel v OHIM [2004] ECR I0000, paragraphs 45 and 46, and Case C329/02 P SAT.1 v OHIM [2004] ECR
I0000, paragraph 25).

59. However, there is a clear overlap between the scope of the grounds for refusal set out in subparagraphs
(b) to (d) of Article 7(1) of Regulation No 40/94. In particular, a word mark which is descriptive of
characteristics of goods or services for the purposes of Article 7(1)(c) of that regulation is, on that account,
necessarily devoid of any distinctive character in relation to those goods or services within the meaning of
Article 7(1)(b) thereof. A mark may none the less be devoid of distinctive character in relation to goods or
services for reasons other than the fact that it may be descriptive (see, by analogy, Campina Melkunie ,
paragraphs 18 and 19, and Koninklijke KPN Nederland , paragraphs 85 and 86).

60. In the present case, the fact that the Board of Appeal considered that the signs at issue were both devoid
of distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 and descriptive, in the
sense of Article 7(1)(c) of the same regulation, in that they would
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be seen by the average card player as representing characteristics of Spanish playing cards, cannot constitute
an infringement of Article 7(1) of Regulation No 40/94. Contrary to the applicant's submissions at the hearing,
the reasoning on which the contested decisions are based is not contrary to the principles laid down in the
SAT.1 v OHIM judgment, cited above, given that the condition for the application of Article 7(1)(c) of
Regulation No 40/94 is fulfilled.

61. Consequently the applicant's second plea in law must be rejected.

62. In those circumstances and since it is sufficient that one of the absolute grounds for refusal listed in that
provision apply for the sign not to be registrable as a Community trade mark (Case C-104/00 P DKV v
OHIM [2002] ECR I-7561, paragraph 29; Giroform , cited above, paragraph 30; and Case T-348/02 Quick v
OHIM (Quick) [2003] ECR II-0000, paragraph 37), it is no longer necessary to examine the applicant's first
plea in law.

63. It follows from all the foregoing that the application must be dismissed.

Costs

64. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful parties' pleadings. Since the applicant has been unsuccessful and
OHIM and the intervener have asked for costs, it must be ordered to pay their costs, except those incurred by
the intervener before the Cancellation Division.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. Deutsche SiSi-Werke GmbH

&amp; Co. Betriebs KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Community trade mark - Three-dimensional mark - Form of drinks packaging - Stand-up pouch -

Absolute grounds for refusal - Article 7(1)(b) of Regulation (EC) No 40/94 - Need to preserve a sign's
availability. Joined cases T-146/02 to T-153/02.

In Joined Cases T-146/02 to T-153/02,

Deutsche SiSi-Werke GmbH &amp; Co. Betriebs KG, established in Eppelheim (Germany), represented by A.
Franke, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by G. Schneider,
acting as Agent,

defendant,

ACTIONS brought against the decisions of the Second Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 28 February 2002 (Cases R 719/1999-2 to R 724/1999-2, R
747/1999-2 and R 748/1999-2) concerning the registration of three-dimensional trade marks (stand-up
pouches),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the applications lodged at the Registry of the Court of First Instance on 8 May 2002,

having regard to the order of 9 July 2002 by which Cases T-146/02 to T-153/02 were joined,

having regard to the response lodged at the Court Registry on 20 September 2002,

further to the hearing on 23 September 2003,

gives the following

Judgment

Costs

59 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they were applied for in the successful party's pleadings. Since the applicant has
been unsuccessful, it must be ordered to pay the costs, as applied for by the Office.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:
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1. Dismisses the actions;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 8 July 1997 the applicant filed eight applications for Community trade marks at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (`the Office') under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The three-dimensional shapes for which registration was sought consist of various stand-up pouches for
packaging drinks. The pouches have a convex form, are wider at the bottom and, viewed straight on, look,
depending on the application concerned, somewhat like an elongated triangle or an oval with, in some cases,
concave sides.

3 Registration of the marks was sought in respect of goods and services in Classes 1, 3, 5, 6, 16, 20, 29, 30,
32, 33, 39 and 40 of the Nice Agreement concerning the International Classification of Goods and Services
for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended.

4 By decisions of 24 and 27 September 1999, the examiner refused the eight trade- mark applications pursuant
to Article 38 of Regulation No 40/94 on the ground that the marks applied for were devoid of any distinctive
character under Article 7(1)(b) of Regulation No 40/94.

5 On 11 November 1999, the applicant brought eight appeals before the Office under Article 59 of Regulation
No 40/94 against the Examiner's decisions, and limited its trade-mark applications to the following products:

- `beers; mineral and aerated waters and other non-alcoholic drinks; fruit drinks and fruit juices; syrups and
other preparations for making beverages' in Class 32;

- `alcoholic beverages (except beers)' in Class 33.

6 By decisions of 28 February 2002 (`the contested decisions'), notified to the applicant on 11 March 2002,
the Board of Appeal dismissed the appeals on the ground that the marks applied for were not distinctive under
Article 7(1)(b) of Regulation No 40/94.

7 In essence, the Board of Appeal found that consumers would not perceive the stand-up pouches as an
indication of commercial origin but solely as a form of packaging. It added that, in the interests of
competitors, packaging manufacturers and beverage producers, there could be no monopoly in this type of
packaging.

8 By an application made to the Office on 6 May 2002, the applicant confined its trade-mark applications to
the following products: `fruit drinks and fruit juices', in Class 32.

Forms of order sought

9 The applicant claims that the Court should:

- annul the contested decisions;

- order the Office to pay the costs.

10 The Office contends that the Court should:

- dismiss the actions;

- order the applicant to pay the costs.
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Law

The subject-matter of the proceedings

11 When questioned on this point, the Office confirmed that the limitation of the list of relevant products,
effected by the applicant on 6 May 2002 after the contested decisions were adopted, was in order and could
take effect.

12 The Court of First Instance notes that at the hearing the parties agreed that by virtue of that limitation the
present proceedings must be taken to seek annulment of the contested decisions only in so far as the latter do
not uphold the applicant's claims in relation to `fruit drinks and fruit juices', in Class 32.

The legal basis of the contested decisions

13 The applicant maintains that the Board of Appeal, by giving as the reason for its decisions the necessity of
avoiding a monopoly, relied on the need to preserve the availability of certain signs and, consequently, on
Article 7(1)(c) of Regulation No 40/94.

14 The Court finds that the applicant's conclusion on the legal basis of the need for availability is incorrect.
First, Article 7(1)(b) of Regulation No 40/94 is the only legal basis mentioned in the contested decisions.
Second, no direct and exclusive link can be established between the risk that a monopoly may be created and
a specific absolute ground for refusal. On the contrary, there is settled case-law to the effect that the absolute
grounds for refusal set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the
Community legislature to prevent the grant to one operator of exclusive rights which could hinder competition
on the market for the goods or services concerned (see, as regards the ground for refusal relating to a trade
mark's distinctive character, Case C-104/01 Libertel [2003] ECR I-3793, paragraph 60).

15 However, for the same reasons, the fact that the applicant's plea concerning Article 7(1)(c) of Regulation
No 40/94 has been rejected does not of itself mean that its complaints relating to the application in this
instance of the need for availability must also be dismissed. Those complaints stand in so far as they concern
the unlawful application of that principle in the context of Article 7(1)(b) of Regulation No 40/94.

The distinctive character of the marks applied for

Arguments of the parties

16 The applicant submits in essence that it is unusual to find fruit drinks and fruit juices packaged in stand-up
pouches. The fact that this type of packaging is unusual for the products concerned removes the need for the
signs at issue to remain available and confers distinctive character on the marks applied for.

17 The consumer is accustomed to drinks packaging being used in marketing campaigns. Thus, where there
are grounds for doing so, consumers perceive drinks packaging as an indication of the product's commercial
origin.

18 The applicant accepts that it is in the general interest to preserve the availability of signs which, because
they coincide with the usual way of designating the products or services concerned, or their characteristics, do
not perform the function of identifying the undertaking which places them on the market. By contrast, any
signs which are unusual, in particular the graphic representation of the shape of a product, can be registered
as a Community trade mark. In light of the criteria laid down by the judgment in Libertel, cited in paragraph
14 above, the general interest at which the need for availability is aimed is not undermined in this instance.
First, the relevant sector is particularly narrow, since it covers only fruit drinks and fruit juices, and, second,
the signs
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claimed do not belong to a narrow category, since drinks packaging may take an infinite number of forms.

19 The applicant observes that, under Article 7(1)(b) of Regulation No 40/94, a minimum degree of distinctive
character is sufficient for a mark to be registrable. Therefore, a three-dimensional shape cannot be held devoid
of distinctive character if it is unusual in the sector under consideration.

20 As regards the product itself, the applicant maintains that it is unusual to package fruit drinks and fruit
juices in stand-up pouches. As the Board of Appeal admits, those drinks are most often packaged and sold in
bottles or, less frequently, in cans or cartons. The fact that that state of affairs has prevailed in spite of the
applicant's long-standing commercial success with stand-up pouches shows that there is no general interest in
using such pouches for drinks. Moreover, stand-up pouches with the appearance applied for are completely out
of the ordinary and cannot be described simply as variations on that type of pouch. They are also technically
complex to manufacture, expensive and present no advantages in relation to customary drinks packaging. In
addition, their novel appearance, primarily their shape and their metallic finish, achieved by a special
technique, gives the marks applied for a unique `look'.

21 The stand-up pouches for which the marks are applied are sufficiently novel for the average consumer to
be able to recognise a quite specific non-alcoholic drink which he can attribute to a particular manufacturer.

22 The applicant submits that the items found on the internet and cited by the Board of Appeal in the
contested decisions do not establish that stand-up pouches for fruit juices and fruit drinks are commonplace.
Those items provide no evidence of any current need for the signs to remain available, since none of them
relates to the European market. Furthermore, those items - some of which go back several years - provide no
grounds for a claim that there will be a need for availability in the future.

23 The applicant maintains that, in light of the Office's practice, the Board of Appeal applied the requirement
for originality in a mark representing drinks packaging too strictly in this instance. In that regard, the
applicant specifically makes mention of two Community registrations relating to the `Granini' bottle and to the
`Brunnenflasche' and of a registration relating to a curvy drinks can.

24 Finally, the applicant refers to the registration by the Deutsches Patent- und Markenamt (German Patent
and Trade Mark Office) of four of the marks currently applied for. Although those registrations are not
binding on the Office, they should none the less be examined as to their substance when the marks applied
for are assessed, since the Deutsches Patent- und Markenamt applies the law in compliance with the First
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1), which is interpreted uniformly by the Community Courts and which
corresponds on the point under consideration to Regulation No 40/94.

25 The Office contends that the Board of Appeal merely supplemented its assessment of the distinctive
character of the marks applied for with some additional observations on the risk that a monopoly would be
created, without making that a condition for the application of Article 7(1)(b) of Regulation No 40/94.

26 In the Office's submission, in the case of products which cannot be marketed unpackaged (liquids or
perishable goods), and in particular in the case of everyday consumer goods, if the packaging is to function as
an indication of commercial origin, the product's packaging must clearly stand out from all comparable
packaging used for the product. As regards the marks applied for in the present case, the Office submits that
the differences between the pouches whose representation
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is claimed as a mark and the other stand-up pouches on the market are not sufficient to confer distinctive
character on the marks applied for. Examination of the internet sites referred to by the Board of Appeal and
other sites bears out that this type of packaging is commonplace for foodstuffs in general and for drinks in
particular.

27 The Office contends that the long-standing use by the applicant of the pouches whose graphic
representation is claimed can be taken into account only under Article 7(3) of Regulation No 40/94, a
provision which the applicant has not invoked.

28 As regards the national registrations and decisions of the Office which are mentioned by the applicant, the
Office observes inter alia that it is not legally bound by them.

Findings of the Court

29 Under Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive character'
are not to be registered.

30 Marks falling within Article 7(1)(b) of Regulation No 40/94 as devoid of any distinctive character are
those not capable of exercising the essential function of a trade mark, which is to identify the commercial
origin of the goods or services.

31 As is clear from the case-law, the trade marks covered by Article 7(1)(b) of Regulation No 40/94 are, in
particular, those which, from the point of view of the relevant public, are commonly used, in trade, for the
presentation of the goods or services concerned or with regard to which there exists, at the very least,
concrete evidence justifying the conclusion that they are capable of being used in that manner (Case T-323/00
SAT.1 v OHIM (SAT.2) [2002] ECR II-2839, paragraph 37, and Case T-194/01 Unilever v OHIM (Ovoid
tablet) [2003] ECR II-0000, paragraph 39).

32 It should be observed that the interest that competitors of an applicant for a three-dimensional mark
consisting of the product's design may have in being able freely to choose shapes and patterns for their own
products is not in itself a ground for refusing registration of such a mark, nor a criterion sufficient in itself for
the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No 40/94, in excluding the
registration of signs devoid of any distinctive character, protects any interest there may be in keeping available
various alternatives for a product's design only to the extent to which the design of the product in respect of
which registration is sought is not capable, a priori and irrespective of the use made of it within the meaning
of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to say, of enabling the relevant
public to distinguish the product concerned from those having a different trade origin.

33 A sign's distinctiveness can only be assessed, first, by reference to the goods or services for which
registration is sought and, second, on the basis of the perception of that sign by the relevant public.

34 So far as the instant cases are concerned, it is appropriate to point out that the marks applied for consist of
the appearance of the packaging for the products concerned, that is to say, of the graphic representation of
various stand-up pouches designed to contain fruit drinks and fruit juices.

35 The Board of Appeal, in each of the contested decisions, found (i) that `a person buying drinks, on seeing
the stand-up pouch concerned, will not perceive it first and foremost as referring to a manufacturer but merely
as a form of packaging for the drink which he wishes to purchase' (contested decisions, paragraph 16, in fine),
(ii) that all the graphic representations claimed showed a commonplace container for the products in respect of
which the applicant sought registration (contested decisions, paragraph 22; Decision R 722/1999-2, paragraph
21), and (iii) that the average consumer would perceive them as additional variations on stand-up pouches
(contested decisions, paragraph 20, except for Decision R 722/1999-2). It also found that, given the increasing
significance of this type of
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pouch in the packaging and drinks industries, a stand-up pouch such as those at issue in the present
proceedings could not be monopolised by a single manufacturer (contested decisions, paragraph 20; Decision
R 722/1999-2, paragraph 19).

36 The public concerned by the marks applied for consists of all end consumers. Fruit drinks and fruit juices
are intended for everyday consumption. Therefore, in any assessment of the distinctive character of the marks
applied for, account must be taken of the presumed expectations of an average consumer who is reasonably
well informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

37 In that regard, the Court recalls that the perception of the relevant public is not necessarily the same in
relation to a three-dimensional mark consisting of the appearance of the product itself as it is in relation to a
word mark, a figurative mark or a three-dimensional mark not consisting of that appearance. Whilst the
public is used to recognising the latter marks instantly as signs identifying the product, this is not necessarily
so where the sign is indistinguishable from the appearance of the product itself (see, by analogy, Libertel,
cited in paragraph 14 above, paragraph 65, and Ovoid tablet, cited in paragraph 31 above, paragraph 45).

38 Since a liquid product must of necessity be packaged for sale, the average consumer will perceive the
packaging first and foremost simply as a means of packaging the product for sale. However, a sign which
fulfils functions other than that of a trade mark is distinctive for the purposes of Article 7(1)(b) of Regulation
No 40/94 only if it may be perceived immediately as an indication of the commercial origin of the goods or
services in question, so as to enable the relevant public to distinguish, without any possibility of confusion,
the goods or services of the owner of the mark from those of a different commercial origin (Case T-130/01
Sykes Enterprises v OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002] ECR II-5179, paragraph 20).
Therefore, the average consumer will see the form of drinks packaging as an indication of the product's
commercial origin only if that form may be perceived immediately as such an indication.

39 The applicant maintains, first, that packaging fruit drinks and fruit juices in stand-up pouches is, in itself,
unusual.

40 In that regard, the Board of Appeal established to the requisite legal standard, in the light of the internet
sites mentioned in the contested decisions, first, that stand-up pouches were already used as packaging for
certain beverages and, second, that their use was likely to become general for all types of beverages
(contested decisions, paragraphs 17 to 19).

41 The applicant's criticisms of the geographic and temporal relevance of the internet examples do not render
those examples irrelevant. Overall the information on the various internet sites shows that stand-up pouches
are currently used worldwide for packaging drinks, in particular fruit juices, and that such pouches are used in
the Community as packaging for liquids for human consumption. The information available on the internet
provides concrete evidence that stand-up pouches are commonly used, in trade, for presentational purposes for
the products concerned or, at the very least, that they are capable of being used in that way.

42 Since this form of packaging is in general use for liquids for human consumption, including beverages, it
is not sufficiently unusual for the average consumer to perceive it, per se, as an indication of the specific
commercial origin of a product within that category. This kind of packaging for liquids for human
consumption is devoid of distinctive character as regards each of the products within that category and, in
particular, the beverages concerned in this instance. The expected development of this type of packaging
confirms, if confirmation were needed, that its use is unexceptional.

43 As regards the applicant's argument based on the fact that it has used the type of packaging at issue for
the products concerned for a long time and that its use has not been imitated, the
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Court points out that even though a sign has been used exclusively, that does not make it intrinsically
distinctive. In accordance with the general scheme of Article 7 of Regulation No 40/94, the use of a sign may
be taken into account only for the purposes of Article 7(3) in order to establish that the sign has acquired
distinctiveness. Since the applicant has not claimed that the marks applied for have acquired distinctive
character through use within the Community as a whole, its argument cannot succeed.

44 The applicant then maintains that the graphic representations claimed have design features which are not
merely commonplace or functional attributes. In that regard, it mentions chiefly, in addition to a set of
features amounting to a detailed description of the pouches whose representation is applied for as a mark, the
novelty of the essential shape of the pouches, namely, depending on the case under consideration, an oval or a
triangle, and their metallic finish.

45 Thus, the overall impression produced by the appearance of the pouches concerned must be examined (see,
by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23). That is not incompatible with an
examination of each of the individual features in turn (Ovoid tablet, cited in paragraph 31 above, paragraph
54).

46 In that regard, the Court finds, first, that the graphic representations claimed depict a certain type of
packaging for liquids. The examples of stand-up pouches supplied in the contested decisions show that, very
generally, the pouches consist of three surfaces joined by seams on five sides with a square or
rectangular-shaped front and rear surface.

47 Most of the design features mentioned by the applicant either simply coincide with the standard shape of
stand-up pouches or are too insignificant to be capable of being memorised by the relevant public. Thus, the
convex form, the parallel lines down the sides and even the upper horizontal line where the surfaces are
joined cannot confer any degree of distinctiveness on the applicant's pouches in comparison with the basic
shapes of stand-up pouches. Furthermore, the circular arc or the `V', formed by the seam at the bottom of the
pouches, the different size of the front and back and the absence of an upper line are not capable of being
apprehended by the relevant public as characteristics enabling them to recognise the pouches.

48 There then remain three features capable of appreciably distinguishing the graphic representations of the
pouches at issue from the standard form of a stand-up pouch, namely the basic shapes of the pouches, their
concave sides and their metallic finish.

49 First, the basic shapes of the various pouches concerned consist of a rectangle, an oval or a triangle. They
correspond to the basic geometric shapes which may be used for stand-up pouches. Furthermore, because of
technical constraints and the purpose of the stand-up packaging, which is to stand up, the oval and triangular
shapes are rendered less distinct by straight lower and upper edges which make them look more like a square
or a rectangle. As a consequence, these basic shapes cannot, per se, confer distinctive character on the marks
applied for, since they are, or may be, commonly used for stand-up pouches.

50 Second, the concave sides of four of the graphic representations claimed will be associated in the average
consumer's mind with making the pouches easier to hold. In addition, the indents are a fairly minor feature
and are variations on straight sides which are too basic to be capable, in themselves, of conferring distinctive
character on the shapes concerned.

51 Third, the relevant public will, rightly or wrongly, perceive the pouches' metallic finish resulting from the
play of light on grey as deriving from the constituents of the foil used in the manufacture of the pouches.
Therefore, the metallic finish will not be perceived by the average consumer as an indication of the
commercial origin of the products concerned.
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52 Finally, as regards the appearance of each of the pouches concerned, taken as a whole, the Board of
Appeal was right to find that the differences between the shapes and `look' applied for and the standard
appearance of stand-up pouches constituted mere variations on that appearance. The sum of those differences
does not make the overall appearance of each of the pouches concerned markedly different from the standard
appearance of any stand-up pouch. The association of various minor design features or the overall appearance
of the different pouches is not such as to be retained by the average consumer, whose level of attention in
this regard is low, as an indication of the commercial origin of the products concerned.

53 It should also be added that technical difficulties and the cost of manufacturing the pouches as they appear
in the graphic representations claimed are not relevant criteria for the purpose of assessing whether the marks
applied for have distinctive character. A shape which is devoid of any distinctive character cannot acquire it
because its production is difficult or costly.

54 Furthermore, the Board of Appeal was entitled to mention the risk of a monopoly being created in
stand-up pouches for the drinks concerned, since its findings confirmed that the pouches were devoid of
distinctive character for those products, reflecting the general interest underlying the absolute ground for
refusal founded on Article 7(1)(b) of Regulation No 40/94. Moreover, the risk of a monopoly being created
is appreciably higher in this instance given that the trade-mark applications cover a large number of the
conceivable variations on the standard form of stand-up pouch.

55 As regards the applicant's reliance on various Community registrations for drinks packaging, the Court
observes that, in accordance with settled case-law, the registrability of a sign as a Community trade mark must
be assessed only on the basis of the relevant Community legislation, as interpreted by the Community
judicature, and not on the basis of the approach taken in the past by the Boards of Appeal in their decisions
(SAT.2, cited in paragraph 31 above, paragraph 60, and Sykes Enterprises v OHIM (REAL PEOPLE, REAL
SOLUTIONS), cited at paragraph 38 above).

56 As regards the argument concerning the four trade marks registered by the Deutsches Patent- und
Markenamt, three of which are similar to certain of the marks applied for in this instance (Cases T-148/02,
T-149/02 and T-151/02), it is apparent from settled case-law that registrations already made in the Member
States are only factors which may merely be taken into consideration, without being given decisive weight, for
the purposes of registering a Community trade mark (see Ovoid tablet, cited in paragraph 31 above, paragraph
68 and the case-law referred to). Consequently, the Board of Appeal correctly took account of those national
registrations, stating that they did not persuade it to alter its findings.

57 In the light of the foregoing, the Board of Appeal was right to find that the eight graphic representations
of stand-up pouches were devoid of distinctive character in relation to the products concerned, including fruit
drinks and fruit juices.

58 The present actions must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2005. Sportwetten GmbH

Gera v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Application for a declaration of invalidity - Figurative Community trade mark
including the word element INTERTOPS - Mark contrary to public policy or to accepted principles of

morality - Article 7(1)(f) and (2) and Article 51 of Regulation (EC) No 40/94. Case T-140/02.

In Case T-140/02,

Sportwetten GmbH Gera, established in Gera (Germany), represented by A. Zumschlinge, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM), intervener before the Court of First Instance, being

Intertops Sportwetten GmbH, established in Salzburg (Austria), represented initially by H. Pfeifer, and
subsequently by R. Heimler, lawyers,

ACTION brought against the decision of the Fourth Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 21 February 2002 (Case R 338/2000-4), relating to an
application for a declaration of invalidity of the figurative Community trade mark INTERTOPS,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of J. Pirrung, President, A.W.H. Meij and I. Pelikanova, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 2 May 2002,

having regard to the response lodged at the Court Registry on 5 August 2002,

having regard to the intervener's response lodged at the Court Registry on 22 August 2002,

having regard to the reply lodged at the Court Registry on 7 January 2003,

having regard to the intervener's rejoinder lodged at the Court Registry on 29 July 2003,

further to the hearing on 16 February 2005,

gives the following

Judgment

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Declares that there is no need to adjudicate on the applicant's application for a declaration that the
figurative Community trade mark including the word element INTERTOPS is invalid, or
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on the intervener's application for a document to be added to the file.

2. Dismisses the remainder of the action.

3. Orders the applicant to pay all the costs.

Background to the dispute

1. On 11 January 1999, the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM') published the registration as a Community trade mark of the figurative sign reproduced below and in
respect of which the colours red, white and black were claimed, a registration which had been sought by the
intervener under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1):

>image>0

>image>1

2. The services in respect of which registration of the mark was sought come within Class 42 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
Bookmakers, betting services of all kinds' (hereinafter the services in question' and the Community trade mark
in question').

3. On 17 May 1999, the applicant lodged at OHIM an application for a declaration of invalidity concerning
the Community trade mark in question, under Article 51(1)(a) of Regulation (EC) No 40/94. In support of its
application, the applicant relied on the absolute ground for refusal under Article 7(1)(f) and (2) of Regulation
No 40/94.

4. At that date, the applicant was itself holder of the German trade mark covering the word sign INTERTOPS
SPORTWETTEN (hereinafter the German trade mark') in respect of the same services as those set out above.

5. By decision of 2 February 2000, the Cancellation Division of OHIM rejected the application for a
declaration of invalidity on the ground that the Community trade mark in question was contrary neither to
public policy nor to accepted principles of morality.

6. By decision of 21 February 2002 (hereinafter the contested decision'), the Board of Appeal dismissed the
appeal brought by the applicant and ordered it to pay the costs of the appeal proceedings.

7. According to the Board of Appeal, it is the trade mark itself which must be examined in order to assess
whether it is contrary to Article 7(1)(f) of Regulation No 40/94. The applicant did not allege that the
Community trade mark in question was of itself contrary to public policy or to accepted principles of
morality, if only in Germany. The questions whether public law precludes the intervener from offering the
services in question, as such, in part of the Community or whether the intervener's advertising of those
services is, as such, contrary to accepted principles of morality have no connection to the trade mark under
which it decides to offer its services. The fact that it is impossible for the intervener to use the Community
trade mark in question in Germany is, if anything, a consequence of the unlawful nature of the offer of the
services in question, but does not lead to the conclusion that use of that mark is of itself unlawful.
Consequently, in the view of the Board of Appeal, it is not necessary to examine, in particular, whether
Article 7 of Regulation No 40/94 should be interpreted independently or with reference to the particular
national characteristics on the subject, or to consider the conclusions to which Article 106(2) of Regulation No
40/94 may lead.

Forms of order sought
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8. The applicant claims that the Court should:

- annul the contested decision;

- declare the Community trade mark in question invalid;

- in the alternative, find that the Community trade mark in question cannot be pleaded in opposition to the
German trade mark.

9. OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

10. The intervener contends that the Court should dismiss the applicant's claims.

11. In its rejoinder, the intervener asks the Court to add to the file the decision of the Deutsches Patent und
Markenamt (German Patent and Trade Mark Office) of 23 August 2000, by which that office ordered the
removal from the register of the German trade mark.

12. At the hearing, the intervener also contended that the applicant should be ordered to pay the costs.

Law

The applicant's first head of claim, seeking annulment of the contested decision

Pleas in law and arguments of the parties

13. In support of its claim for annulment, the applicant raises a single plea in law, alleging that the contested
decision infringes Article 51 of Regulation No 40/94, read together with Article 7(1)(f) and (2) of that
regulation.

14. It points out that the legislation of numerous Member States, in particular that of Germany, provides that
only undertakings licensed by the national authorities in their respective territory are authorised to offer the
services in question. Since the intervener does not hold a licence to offer the services in question in Germany,
having regard to Paragraph 284 of the Strafgesetzbuch (German Criminal Code), it is not authorised, in that
country, to offer those services or to advertise them. By judgment of 14 March 2002, the Bundesgerichtshof
(German Federal Supreme Court) prohibited it from advertising its services in Germany, and a number of
German judicial decisions have prohibited third parties from using the Community trade mark in question in
Germany. Furthermore, the intervener itself admitted, in a number of cases in Germany, that it would not
obtain such a licence there. The applicant adds that the national legislation referred to above, including
Paragraph 284 of the Strafgesetzbuch, are compatible with Community law (Case C275/92 Schindler [1994]
ECR I1039; Case C124/97 Läärä and Others [1999] ECR I6067, and Case C67/98 Zenatti [1999] ECR I7289).

15. According to the applicant, it follows that the Community trade mark in question is contrary to public
policy or to accepted principles of morality in Germany and in other Member States, within the meaning of
Article 7(1)(f) of Regulation No 40/94.

16. It refers, in that regard, to the rulings of the Bundespatentgericht (German Federal Patent Court) in the
cases known as McRecht', McLaw' and Cannabis', since, although no ground for invalidity was found, it was
held in those cases that where a given provider is not authorised to offer its services because of a statutory
prohibition, it holds no rights in a trade mark relating to the provision of those services.

17. Next, the applicant disputes that uniform European standards are required for the interpretation of Article
7(1)(f) of Regulation No 40/94. It follows from the case-law referred to above, in
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particular from the Zenatti judgment, cited above, that national views on the regulation of the taking of bets
on sporting events must be taken into account at the European level. Article 106(2) of Regulation No 40/94
does not mean that those views must be taken into account solely at a national level, but that they may also
be taken into account at that level. Otherwise, according to the applicant, Article 7(2) of Regulation No 40/94
would be deprived of its substance in that, where the Community trade mark in question cannot be used in
only part of the Community, a declaration of invalidity of that mark could not be made.

18. The applicant also submits that, having regard to the principle that a trade mark must be used in order to
continue to enjoy protection, if its use is precluded at the outset in respect of the services for which it is
registered and if any other use is prohibited in the field of those services, it is incapable of any economic
exploitation and no right to registration exists. With regard to a Community trade mark, if its use in a single
Member State is sufficient to satisfy the requirement of use laid down in Article 15 of Regulation No 40/94,
Article 7(2) of that regulation expresses the principle that the holder of a trade mark is able to use it
everywhere in the Community, disregarding an insignificant part thereof.

19. Furthermore, the applicant alleges that, since registration of the Community trade mark in question was
sought on 27 November 1996, with the result that it has priority over the German mark, if the Community
trade mark were not declared invalid, the applicant would be prevented from using the German trade mark
even though the intervener is not authorised to offer its services in Germany.

20. Finally, the applicant disputes the interpretation of Article 7(1)(f) of Regulation No 40/94 adopted by
OHIM, to the effect that the provision permits the refusal to register only trade marks which are manifestly
contrary to fundamental standards of life in society, such as insults or blasphemy. In any event, even if that
were accepted, the provision has been infringed in the present case. It follows from the case-law referred to
above that the Court of Justice accords great importance to the protection of citizens against the risk of
exploitation of their passion for gambling. Services likely to bring a person to financial ruin by exploiting that
passion must be assessed in the same way as insults or blasphemy.

21. OHIM and the intervener dispute that this plea in law is well founded.

Findings of the Court

22. It should be noted, first of all, that Article 51(1)(a) of Regulation No 40/94 provides, in the version
applicable until 9 March 2004, on which date Council Regulation (EC) No 422/2004 of 19 February 2004
amending Regulation No 40/94 (OJ 2004 L 70, p. 1) entered into force, that a Community trade mark is to be
declared invalid on application to OHIM where the Community trade mark has been registered in breach of
the provisions of... Article 7 [of that regulation]'.

23. Article 7(1)(f) states that trade marks which are contrary to public policy or to accepted principles of
morality' are not to be registered and Article 7(2) provides that [p]aragraph 1 shall apply notwithstanding that
the grounds of non-registrability obtain in only part of the Community'.

24. It should be noted, at the outset, that in so far as the applicant's arguments allegedly relate to Member
States other than Germany, they are not supported by any concrete or precise evidence. Consequently, to that
extent, those arguments are irrelevant.

25. Next, the applicant does not maintain that the sign covered by the Community trade mark in question is,
in itself, contrary to public policy or accepted principles of morality, or that the services covered by that trade
mark are so contrary. Its arguments refer, inter alia, to the claim that, pursuant to national legislation
providing that only undertakings licensed by the competent authorities are authorised to offer services
connected with gambling, the intervener is prohibited,
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in Germany, from offering the services in question and from advertising them. In that regard, it is common
ground that the intervener does not hold a licence to offer the services in question in Germany.

26. However, the Court considers that that fact does not mean that the Community trade mark in question is
contrary to public policy or accepted principles of morality within the meaning of Article 7(1)(f) of Regulation
No 40/94.

27. In that regard, it should be pointed out, first of all, that, as was held in the contested decision and as
OHIM and the intervener submit, it is the trade mark itself, namely the sign in relation to the goods or
services as they appear upon registration of the trade mark, which is to be assessed in order to determine
whether it is contrary to public policy or accepted principles of morality.

28. In that connection, it should be noted that, in its judgment in Case T224/01 Durferrit v OHIM - Kolene
(NU-TRIDE) [2003] ECR II1589, the Court made clear that an overall reading of the various subparagraphs of
Article 7(1) of Regulation No 40/94 shows that they refer to the intrinsic qualities of the mark applied for and
not to circumstances relating to the conduct of the person applying for the trade mark (paragraph 76).

29. The fact that the intervener is prohibited, in Germany, from offering the services in question and from
advertising them cannot in any way be considered as relating to the intrinsic qualities of that trade mark
within the meaning of the abovementioned interpretation. Consequently, that fact cannot have the effect of
rendering the trade mark itself contrary to public policy or to accepted principles of morality.

30. Next, it should be noted that none of the arguments raised, moreover, by the applicant can alter that
finding.

31. With regard to the rulings made by the Bundespatentgericht in the abovementioned cases of McRecht,
McLaw and Cannabis, it is clear from the caselaw that the Community trade mark regime is an autonomous
system which applies independently of any national system (Case T32/00 Messe München v OHIM
(electronica) [2000] ECR II-3829, paragraph 47). Accordingly, whether or not a sign is registrable as a
Community trade mark must be assessed by reference to the relevant Community legislation only (Case
T36/01 Glaverbel v OHIM (surface of a sheet of glass) [2002] ECR II3887, paragraph 34). It follows that the
decisions of the Bundespatentgericht are not relevant to the present case. In any event, the fact remains that,
as the applicant admits, none of those decisions finds a ground for invalidity. Moreover, they relate to signs
and goods which are different from those in the present case.

32. With regard to the argument based on the principle that a trade mark must be used in order to continue to
enjoy protection, it suffices to note that, as has been stated above, it is the trade mark itself, namely the sign
in relation to the goods or services as they appear upon registration of the trade mark, which must be assessed
for the purposes of applying Article 7(1)(f) of Regulation No 40/94. It follows that any question relating to
the use of the Community trade mark in question is not relevant to the application of that provision.

33. With regard to the argument that, if the Community trade mark in question were not declared invalid, the
applicant would be prevented from using its German trade mark, it suffices to note that, even if it were
accepted, that fact is irrelevant to the question whether the Community trade mark is contrary to public policy
or to accepted principles of morality. That question, the only one at issue in the present case, relates to the
absolute grounds for refusal under Article 7 of Regulation No 40/94 which are to be the subject of an
independent assessment, without any connection to other trade marks. The question of the use by the applicant
of its German trade mark is therefore
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not relevant to the present case.

34. Finally, with regard to the argument based on Article 106(2) of Regulation No 40/94, it should be noted
that that provision states that this regulation shall, unless otherwise provided for, not affect the right to bring
proceedings under the civil, administrative or criminal law of a Member State or under provisions of
Community law for the purpose of prohibiting the use of a Community trade mark to the extent that the use
of a national trade mark may be prohibited under the law of that Member State or under Community law'.

35. Although it follows from that provision that the use of a trade mark may be prohibited on the basis, inter
alia, of rules relating to public policy and accepted principles of morality, notwithstanding the fact that the
trade mark is protected by a Community registration, it does not follow that that power is relevant in the light
of the question under Article 51(1)(a) of Regulation No 40/94 and raised by the applicant, which is whether
that trade mark was registered in compliance with the provisions of Article 7 of that regulation. This argument
must therefore be rejected.

36. Furthermore, since it has been held above that the fact that the intervener is not authorised in Germany to
offer the services in question or to advertise them in no way means that the Community trade mark in
question is contrary to Article 7(1)(f) of Regulation No 40/94, it is not necessary to examine the question,
argued by the parties, whether that provision is to be interpreted independently. In the same way, it is not
necessary either to examine the accuracy of OHIM's interpretation of that provision or to examine the
arguments raised by the applicant in response to that interpretation.

37. Finally, since the fact that the intervener is not authorised in Germany to offer the services in question or
to advertise them is not relevant to the application of Article 7(1)(f) of Regulation No 40/94, there is no need
to consider whether, as the intervener claims, that fact is effectively contrary to freedom to provide services.

38. It follows from all the foregoing that the sole plea raised in support of the first head of claim must be
rejected and, therefore, that the head of claim must also be rejected.

The second head of claim, seeking a declaration of invalidity of the Community trade mark in question

39. With regard to the second head of claim, it follows from the context of the first and second heads of
claim that the second presupposes that the first, seeking the annulment of the contested decision, is granted, at
least in part, and that, as the applicant confirmed at the hearing, the second is therefore brought only if the
first head is allowed.

40. Since it has not been found that the contested decision should be annulled, there is no need to adjudicate
on the admissibility or the merits of the second head of claim (see, to that effect, Case T66/03 Drie Mollen
sinds 1818' v OHIM - Nabeiro Silveria (Galaxia) [2004] ECR II0000, paragraphs 50 and 51).

The third head of claim, raised in the alternative and seeking a declaration that the Community trade mark in
question cannot be pleaded in opposition to the German trade mark

Arguments of the parties

41. In support of this claim, the applicant states that it must be clearly established that the Community trade
mark in question does not give its holder the effect of a complete block' throughout the Community when it
cannot use the trade mark in a part thereof although that possibility is open to other undertakings.

42. At the hearing, OHIM and the intervener submitted that the third head of claim should be rejected as
being inadmissible, on the ground of a lack of sufficient argument and because such a decision falls within
the scope of national law and not within the jurisdiction of the Court.
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Findings of the Court

43. It is necessary to rule on this alternative head of claim to the extent that, as has been held above, the first
and second heads of claim, submitted as principal claims, must be rejected.

44. However, since the applicant does not produce any evidence in support of the third head of claim, it must
be rejected as being inadmissible on the ground that it does not comply with the requirement laid down in
Article 44(1)(c) of the Rules of Procedure of the Court of First Instance that the application must contain,
inter alia, a summary of the pleas in law.

The application made by the intervener seeking the addition to the file of the decision by which the Deutsches
Patent- und Markenamt ordered the removal from the register of the German trade mark

45. In that regard, it is sufficient to note that, since there is no need to rule on the applicant's application for
the Community trade mark in question to be declared invalid and the remainder of the present action must be
dismissed, there is no need to rule on the application made by the intervener.

Costs

46. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. In this case, the applicant has been unsuccessful
and OHIM has applied for costs against it. At the hearing, the intervener also applied for the applicant to be
ordered to pay the costs. The fact that the intervener did not apply for costs until the hearing does not debar
the Court from awarding them (Case 113/77 NTN Toyo Bearing and Others v Council [1979] ECR 1185 and
the Opinion of Advocate General Warner in that case ECR 1212, 1274). The applicant should therefore be
ordered to pay all the costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2004. Concept - Anlagen u. Geräte
nach "GMP" für Produktion u. Labor GmbH v Office for Harmonisation in the Internal Market

(Trade Marks and Designs) (OHIM). Community trade mark - Figurative mark containing the word
element 'ECA' - Absolute ground for refusal - Emblem of an international intergovernmental

organisation - Article 7(1)(h) of Regulation (EC) No 40/94 - Article 6 ter of the Paris Convention. Case
T-127/02.

In Case T-127/02,

Concept - Anlagen u. Geräte nach GMP' für Produktion u. Labor GmbH, established in Heidelberg (Germany),
represented by G. Hodapp, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 18 February 2002 (Case R
466/2000-2) on the application for registration of a figurative mark containing the word element ECA' as a
Community trade mark,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber)

composed of: H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on

26 November 2003,

gives the following

Judgment

Costs

76. Under Article 87(2) of the Rules of Procedure, the unsuccessful party must be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM as applied for in the latter's pleadings.

On those grounds, (Fourth Chamber)

hereby:

1) Dismisses the action;

2) Orders the applicant to pay the costs.

Legal background

1. Article 7 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides:

1. The following shall not be registered:

© An extract from a JUSTIS database



62002A0127 European Court reports 2004 Page II-01113 2

...

(h) trade marks which have not been authorised by the competent authorities and are to be refused pursuant to
Article 6 ter of the Paris Convention;

...'.

2. Article 6 ter of the Paris Convention for the Protection of Industrial Property of 20 March 1883, as revised
and amended, (the Paris Convention') provides:

(1)(a) The countries of the Union [composed of the countries to which the present Convention applies] agree
to refuse or to invalidate the registration, and to prohibit by appropriate measures the use, without
authorisation by the competent authorities, either as trademarks or as elements of trademarks, of armorial
bearings, flags, and other State emblems, of the countries of the Union, official signs and hallmarks indicating
control and warranty adopted by them, and any imitation from a heraldic point of view.

(b) The provisions of subparagraph (a), above, shall apply equally to armorial bearings, flags, other emblems,
abbreviations, and names, of international intergovernmental organisations of which one or more countries
of the Union are members, with the exception of armorial bearings, flags, other emblems, abbreviations,
and names, that are already the subject of international agreements in force, intended to ensure their
protection.

(c) No country of the Union shall be required to apply the provisions of subparagraph (b), above, to the
prejudice of the owners of rights acquired in good faith before the entry into force, in that country, of this
Convention. The countries of the Union shall not be required to apply the said provisions when the use or
registration referred to in subparagraph (a), above, is not of such a nature as to suggest to the public that a
connection exists between the organisation concerned and the armorial bearings, flags, emblems,
abbreviations, and names, or if such use or registration is probably not of such a nature as to mislead the
public as to the existence of a connection between the user and the organisation.

...

(3) ...

(b) The provisions of subparagraph (b) of paragraph (1) of this Article shall apply only to such armorial
bearings, flags, other emblems, abbreviations, and names, of international intergovernmental organisations as
the latter have communicated to the countries of the Union through the intermediary of the International
Bureau.

...'

Background to the dispute

3. On 16 March 1999, the applicant filed with the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM) an application for registration of a Community trade mark under Regulation No
40/94.

4. The mark in respect of which registration was sought is the figurative sign shown below:

>image>0

5. The goods and services in respect of which registration was sought fall within Classes 9, 41 and 42 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and, for each of those classes, correspond to
the following description:
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- Class 9: Computer hardware, computer software, record data carriers';

- Class 41: Arranging and conducting of colloquiums, seminars, symposiums, congresses and conferences;
providing of tuition, instruction, training; consultancy on training and further training';

- Class 42: Creating, updating and maintenance of computer programmes; computer programme design;
consultancy in the field of computers; rental of computer hardware and computer software; leasing access time
to a computer database'.

6. By letter of 13 September 1999, the examiner informed the applicant that, under Article 7(1)(h) of
Regulation No 40/94, its mark could not be registered because it contained an imitation of the symbol of the
Council of Europe (shown below). The examiner took the view that the circle of stars characteristic of that
well-known symbol was reproduced in the mark sought and that this created the impression that the mark
sought designated a suborganisation of the Council of Europe or a special programme organised at its request
or in which it cooperates. In the examiner's opinion, the abbreviation EC', which stands for European
Community and which appears in the abbreviation ECA', reinforced that impression. She also stated that, on
copies, the protected emblem often appears only in black and white.

>image>1

7. By letter of 12 November 1999, the applicant submitted its observations on the examiner's objections.

8. By decision of 8 March 2000, the examiner refused the application for registration on the basis of Article
7(1)(h) of Regulation No 40/94.

9. On 5 May 2000, the applicant brought before OHIM an appeal under Article 59 of Regulation No 40/94
against the examiner's decision.

10. By decision of 18 February 2002 (the contested decision'), the Second Board of Appeal dismissed the
appeal. The Board found, essentially, that there was a high degree of similarity between the circle of stars in
the sign in question and that in the emblem used by the Council of Europe and the European Community or
the European Union (the European emblem') and between the activities of those institutions and the goods and
services covered by the application for registration and that the combination of the circle of stars and the
series of letters E', C' and A' would give rise to an association of ideas on the part of the consumer.

Procedure and forms of order sought

11. By application lodged at the Registry of the Court of First Instance on 18 April 2002, the applicant
brought the present action.

12. OHIM lodged its reply on 5 August 2002.

13. As a measure of organisation of procedure, OHIM was asked to produce a document and it complied with
that request.

14. The parties' oral argument and their replies to the questions put by the Court were heard at the hearing on
26 November 2003.

15. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

16. OHIM contends that the Court should:

- dismiss the action;
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- order the applicant to pay the costs.

Law

The admissibility of certain arguments

17. First of all, as regards the arguments to which the applicant refers in paragraph 39 of its application and
which it submitted during the proceedings before OHIM, Article 44(1) of the Rules of Procedure of the Court
of First Instance provides that the application must contain a summary of the pleas in law on which it is
based. That summary must be sufficiently clear and precise to enable the defendant to prepare his defence and
the Court to rule on the action, even without any other supporting information (Case T111/99 Samper v
Parliament [2000] ECR-SC I-A-135 and II-611, paragraph 27, and Case T333/99 X v ECB [2001] ECR
II3021, paragraph 114).

18. Whilst the body of the application may be supported and supplemented on specific points by references to
extracts from documents annexed thereto, a general reference to other documents, even those annexed to the
application, cannot make up for the absence of the essential arguments in law which, in accordance with the
abovementioned provision, must appear in the application (X v ECB , cited in paragraph 17 above, paragraph
115, and order of the Court of First Instance of 21 May 1999 in Case T-154/98 Asia Motor France and
Others v Commission [1999] ECR II-1703, paragraph 49).

19. In the present case, the applicant merely stated in its application (paragraph 39):

In order to avoid unnecessary repetition and to supplement the arguments set out above, reference is made to
all the arguments put forward in writing thus far in the proceedings before [OHIM]. It is expressly stated that
all of those arguments are likewise part of this statement of grounds.'

20. The applicant has thus failed to identify either the specific points in its application which it wishes to
supplement by that reference or the annexes in which those arguments might be set out.

21. Accordingly, the Court is not required to find in the annexes the arguments to which the applicant might
be referring or to examine them, since those arguments are inadmissible.

The sole plea: infringement of Article 7(1)(h) of Regulation No 40/94

22. The applicant submits, essentially, that the contested decision is vitiated by an infringement of Article
7(1)(h) of Regulation No 40/94 in so far as registration of a mark which does not fall within the scope of the
prohibition laid down in that provision was refused. The applicant's arguments fall into two parts. The first
alleges infringement of Article 6 ter (1)(a) and (b) of the Paris Convention and the second alleges
infringement of Article 6 ter (1)(c) of that convention.

The first part: infringement of Article 6 ter (1)(a) and (b) of the Paris Convention

- Arguments of the parties

23. The applicant argues that registration may be refused under Article 7(1)(h) of Regulation No 40/94, in
conjunction with Article 6 ter of the Paris Convention, only if the mark in question is an imitation from a
heraldic point of view.

24. The applicant states that the European emblem, which is protected under Article 6 ter of the Paris
Convention, has a precise and detailed design. It refers to the following geometric description of the European
emblem:

The emblem is in the form of a blue rectangular flag of which the fly is one and a half times the length of
the hoist. Twelve gold stars situated at equal intervals form an invisible circle whose centre is the point of
intersection of the diagonals of the rectangle. The radius of the circle is equal to one third of the height of the
hoist. Each of the stars has five points which are situated
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on the circumference of an invisible circle whose radius is equal to one eighteenth of the height of the hoist.
All the stars are upright - that is to say, with the one point vertical and two points in a straight line at right
angles to the mast. The circle is arranged so that the stars appear in the position of the hours on the face of a
clock. Their number is invariable.'

25. The applicant also relies on the following description of the monochromatic reproduction of the European
emblem: if only black is available, outline the rectangle in black and print the stars in black and white.'

26. The applicant submits that the mark sought is not identical to that emblem. Consequently, the Board of
Appeal's refusal to register it can, at best, be justified only if that mark is an imitation from a heraldic point
of view, which is not the case.

27. According to the applicant, the term heraldic' means relating to coats of arms'. The mark must therefore be
an imitation of a coat of arms. It is an essential requirement of heraldry that coats of arms contain no word
element but be composed exclusively of coloured and figurative elements (Heraldik', Brockhaus Enzyklopädie
in 24 Bänden , 19th edition, f.a. Brockhaus, Mannheim, 1989, Volume 9, p. 696).

28. The applicant argues that the mark sought cannot be an imitation from a heraldic point of view since it
contains the word element ECA' and, in heraldry, word elements never appear in the centre of coats of arms.
The applicant relies on the doctrine that there is an imitation from a heraldic point of view only where,
despite modification of the State emblem or any other sign, the mark retains the character of a coat of arms
and is perceived in trade as a State emblem or as the name of an international intergovernmental organisation.
The heraldic impression of an emblem used as a trade mark (heraldic style) is lost if, for example, the blazon
or the seal is removed. The design of a State emblem, as such, may be freely used but the representation of
that design must not be an imitation of the State emblem (K.H. Fezer, Beck'scher Kommentar zum
Markenrecht , Munich, 2001). In the applicant's view, the heraldic impression of the emblem is lost if the
rectangular flag symbolised by the rectangular background is removed.

29. The applicant also relies on a draft article which was drawn up by the congress of experts of the League
of Nations at the time of insertion of the expression imitation of a State emblem' into the Paris Convention
and which is worded as follows:

Only those reproductions which, from a heraldic point of view, can be distinguished from the original only by
virtue of ancillary features shall be deemed to be imitations of a State emblem or armorial bearings for the
purposes of the first paragraph [of Article 6 ter of the Paris Convention]'.

30. According to the applicant, it was the legislature's intention that, in accordance with the principles of the
Final Protocol to the Paris Convention, a mark should be found to be an imitation only if, from a heraldic
point of view, that is to say, in the context of coats of arms, the difference between it and the emblem is
negligible. That is not the case here.

31. Moreover, the circle of stars in the mark sought is not identical to that of the European emblem. In the
applicant's view, the dimensions of the stars, the radii of the circles of stars and the ratio of the radius of each
star to that of the circle of stars are clearly different.

32. The applicant further submits that, from a heraldic point of view, it is essential that flags are always
rectangular. The mark sought has a square background which is not reminiscent of the usual rectangular
background of a flag. In addition, flags do not contain word elements.

33. According to the applicant, the mark sought can be distinguished from the European emblem, from a
heraldic point of view, not only by virtue of ancillary features but also by virtue of a fundamental element
compared with those which generally characterise flags or national symbols.
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It is the word element of the mark sought which is precisely that element which, as a key word that can be
easily remembered, normally distinguishes a mark more clearly than any graphics, such as any circle of stars.

34. The mark sought therefore has strong individual characteristics which clearly differ from those of the
European emblem. According to the applicant, the mark sought does not represent the European emblem in
itself, does not contain the European emblem in itself and is not an imitation from a heraldic point of view.
The mark sought is, on the contrary, a sign which has been formed in an entirely different manner and which
OHIM associates with the European emblem simply because it also contains a circle of stars. Neither the
Council of Europe nor the European Communities have a right to protection of the reproduction of a circle of
stars. Only the representation of the flag exactly described on the website of the European Union, namely a
rectangle with a circle of stars placed in the centre according to precise measurements and containing no word
element, is protected.

35. OHIM relies on the German doctrine that there may be an imitation from a heraldic point of view only if,
despite modification of the State emblem or any other sign of that kind, the mark retains the character of
armorial bearings and is perceived by the public as a State emblem or the emblem of an international
intergovernmental organisation (K.H. Fezer, Beck'scher Kommentar zum Markenrecht , Munich, 1999).

36. Accordingly, OHIM takes the view that from a heraldic point of view' means that it need only be
examined whether there is any similarity between the heraldic elements and that it is unnecessary to assess the
similarity of the signs in geometric or graphic terms. According to OHIM, while two signs may be different
visually, they may nevertheless be identical from a heraldic point of view. For example, in the eyes of the
viewer, the heraldic device of Aesculapius's staff may take various perfectly distinguishable forms. Conversely,
signs may be visually similar, even though there is no similarity between them from a heraldic point of view,
as is the case, for example, with the depiction of griffins and eagles.

37. As regards the assessment of the mark sought, OHIM takes the view that the Board of Appeal was right
to confirm the refusal to register because it was likely that the mark would be perceived as the sign of an
organisation of the European Union or the Council of Europe.

38. OHIM refers to the following heraldic description of the European emblem: on a field azure a circle of 12
mullets or, their points not touching'. It submits that, from a heraldic point of view, the figurative mark
sought, which consists of a circle composed of 12 stars which do not touch, differs from the heraldic
description of the European emblem only in that the circle of stars is depicted in white on a black background
and the mark contains a word element. The fact that the circle of stars in the mark sought is depicted on a
square background is irrelevant given that the heraldic description referred to does not specify the shape but
rather the colour of the background (azure). From a heraldic point of view, the same is true of the spacing
between the stars. According to OHIM, the important point is that both signs contain five-pointed stars. OHIM
therefore concludes that there is such a high degree of similarity between the two signs that it may be found
that the graphic representation of the mark sought is an imitation from a heraldic point of view.

- Findings of the Court

39. The aim of Article 6 ter (1)(a) of the Paris Convention is to preclude the registration and use of trade
marks which are identical to State emblems or which are to a certain degree similar to them. Such registration
or use would adversely affect the right of the State to control the use of the symbols of its sovereignty and
might, moreover, mislead the public as to the origin of the goods for which such marks are used. By virtue of
Article 6 ter (1)(b) of the Paris Convention,
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that protection also covers the armorial bearings, flags, other emblems, abbreviations and names of
international intergovernmental organisations.

40. State emblems and emblems of international intergovernmental organisations are protected not only against
the registration and use of marks which are identical to them or which incorporate them but also against the
inclusion in such marks of any imitation of those emblems from a heraldic point of view.

41. Accordingly, in the present case, the fact that the mark also contains a word element does not, in itself,
preclude application of that article, contrary to what the applicant claims. The important question is whether,
in the present case, the mark sought contains an element which may be regarded as the European emblem or
an imitation thereof from a heraldic point of view. That element need not necessarily be identical to the
emblem in question. The fact that the emblem in question is stylised or that only part of the emblem is used
does not mean that there is no imitation from a heraldic point of view.

42. The applicant relies on the geometric description and the monochrome reproduction process in order to
claim that the mark sought is not identical to the European emblem.

43. However, the applicant fails to take account of the following heraldic description given by the Council of
Europe:

On a field azure a circle of 12 mullets or, their points not touching'

44. When making a comparison from a heraldic point of view', regard must be had to the heraldic description
and not to the geometric description, which is by nature much more detailed. From a heraldic point of view,
the mark sought differs from the heraldic description of the European emblem only in that the circle of stars
in that mark is depicted in white on a black background.

45. Given that the application for registration does not mention the colours of the mark sought, that mark
could be depicted in any combination of colours and thus equally on an azure background with yellow or
golden stars. The part of the heraldic description concerning colours is therefore irrelevant in the present case.

46. Moreover, it should be noted that the European emblem is often reproduced in black and white so that the
azure background and golden stars do not appear in colour.

47. It is therefore the following signs which must be compared:

>image>2

48. The applicant submits that the circle of stars in the mark sought is not identical to that in the European
emblem since the dimensions of the stars, the radii of the circles of stars and the ratio of the radius of each
star to that of the circle of stars are clearly different.

49. However, the Board of Appeal rightly found, in paragraph 20 of the contested decision, that the protected
circle of stars and the figurative mark sought both consist of 12 stars' and that, moreover, the stars are of the
same type since they are of the same shape and size and have five points one of which points upwards'. It is
irrelevant that the circle of stars in the mark sought is not identical to that in the European emblem since the
relevant public may have the impression that it is an imitation, from a heraldic point of view, of that circle.
The fact that the stars are not exactly the same size is therefore not decisive. The applicant's argument must
therefore be rejected.

50. As regards the applicant's argument that the fact that the mark sought has a square background
distinguishes it from the European emblem, which has the rectangular background of a flag, it must be held,
as OHIM rightly did, that that alleged difference is irrelevant given that the heraldic
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description does not specify the shape of the background to the European emblem. Moreover, it is the circle
of stars rather than the background which is predominant. In addition, while the circle of stars was originally
the flag of the Council of Europe, it is now regarded not only as a flag but also as the symbol, or emblem,
of the European Union. The applicant's argument therefore cannot succeed.

51. Accordingly, it must be held that the mark sought is an imitation from a heraldic point of view of the
European emblem. The first part of the plea is therefore unfounded.

The second part: infringement of Article 6 ter (1)(c) of the Paris Convention

- Arguments of the parties

52. The applicant submits that OHIM failed to exercise the discretion conferred on it by the second sentence
of Article 6 ter (1)(c) of the Paris Convention. Even if the mark sought is an imitation from a heraldic point
of view of the European emblem, that provision does not require that registration of that mark be refused.
According to the applicant, it is of fundamental importance in this case that the mark sought relates to goods
and services which clearly differ from the primary functions of both the Council of Europe and the European
Union. There is no similarity of goods or services between those primary public-law functions and the services
associated with them, such as financial assistance.

53. According to the applicant, the word element ECA', which appears in the foreground of the mark sought,
has no meaning in trade. That word element is not a common or usual abbreviation and is at the very most
understood by a variety of meanings. The combination of the letters E', C' and A' is thus the abbreviation of
Economic Cooperation Administration', the name of the former authority implementing the Marshall Plan,
which has no connection with the European Union. The applicant cites other possible meanings, such as Early
Compatibility Analysis', Earth Coverage Antenna', Economic Commission for Africa', Electrical Contractors
Association', Export Credit Agency' and European Crystallographic Association' and refers to websites and
extracts attached as annexes to its application. Given that the abbreviation ECA' is used throughout Europe for
widely varying company purposes, trade will not be exposed to any risk of confusion with State organisations,
still less with the European Community or the European Commission.

54. Moreover, in an annex to its application, the applicant sets out registered trade marks consisting of a circle
of 12 stars and word elements and claims that those marks cannot be confused with the European emblem. It
also lists, in an annex to its application, German trade marks consisting of a circle of stars which, as a result
of their additional word or figurative elements, refer to the European Union to a greater extent than the mark
sought. The applicant points out that the Markengesetz (German law on trade marks) contains provisions
identical to those of Regulation No 40/94.

55. The applicant argues that the registration of those national and international trade marks shows, first, that
the use of a circle of stars in a figurative mark with a coloured background and an additional word element is
not regarded as being contrary to Article 6 ter (1)(b) of the Paris Convention and, second, that even where a
similarity can be found, all the European patent and trade mark offices exercise their discretion under Article
6 ter (1)(c) of the Paris Convention and take the view that marks of a design such as that of the mark
sought are not of such a nature as to suggest to the public that a connection exists between the organisation
concerned and the armorial bearings, flags, other emblems, abbreviations and names. The applicant claims that,
according to all those offices, the use or registration is probably not of such a nature as to mislead the public
as to the existence of a connection between the user and the organisation.

56. The applicant concludes that the mark sought is not of such a nature as to suggest to the public
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that a connection exists between the organisation concerned and the emblems, abbreviations or names. Nor is
it of such a nature as to mislead the public as to the existence of a connection between the applicant and that
organisation.

57. OHIM points out that Article 6 ter (1)(c) of the Paris Convention is in no way concerned with the
existence of a likelihood of confusion within the meaning of trade mark law. As a result of the special need
to protect the specific category of signs to which the emblems of States and international organisations belong,
application of the rule is not subject to the condition that the goods and services be similar or identical. It
need only be determined whether the public could be misled as to the existence of a connection between the
proprietor of the mark and the proprietor of the State or international emblem. In OHIM's view, that is not the
case where, in the light of the goods and services claimed and the sector of the international organisation's
activity, the possibility that the consumer might believe there to be a connection between those goods and
services and the organisation can be ruled out. The obvious disparity between the sector of activity of the
proprietor of the mark and that of the international organisation may also be used to support the argument that
there is no risk that the public might associate the proprietor of the mark with the international organisation.

58. According to OHIM, it must therefore be determined whether the addition of a word element and the
depiction combining the colours black and white are sufficient to exclude application of Article 6 ter of the
Paris Convention on the ground that the use or registration is manifestly not of such a nature as to mislead
the public as to the existence of a connection between the user and the organisation.

59. OHIM submits that the point to be determined is not whether the abbreviation ECA' may have several
meanings but rather whether the mark is of such a nature as to mislead the public as to the existence of a
connection between the user and the organisation.

60. Moreover, OHIM disputes the applicant's argument that, in the practice of the national trade mark offices,
the use of a circle of stars on a coloured background, together with a word element, is not regarded as an
infringement of Article 6 ter (1)(b) of the Paris Convention.

61. OHIM points out that it has likewise refused to register a number of marks on account of their similarity
to the European emblem. The examples attached by OHIM as an annex to its reply show that each of those
decisions was based on the existence of a likelihood of association.

62. In OHIM's view, it follows that infringement of the prohibition of discrimination cannot be the subject of
an action (see Case T106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II723, paragraph 66).
Given that the decisions of OHIM are adopted in the exercise of circumscribed powers, earlier decisions
cannot be used as a point of reference. While the earlier decisions were lawful and the cases in question are
indeed similar, the contested decision may be annulled only on the ground of a misapplication of the law and
not for infringement of the prohibition of discrimination.

- Findings of the Court

63. Under the second sentence of Article 6 ter (1)(c), it is permissible, in the case of the emblem of an
international organisation, to allow registration of a mark if it is not of such a nature as to suggest to the
public that a connection exists between the organisation concerned and armorial bearings, flags, emblems,
abbreviations and names or if such registration is probably not of such a nature as to mislead the public as to
an existence of a connection between the user and the organisation.

64. The applicant is wrong to claim that OHIM failed to exercise the discretion conferred on it by that
provision. In paragraph 24 of the contested decision, the Board of Appeal found as follows:
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In order to establish whether, when confronted with the figurative mark in the context of the goods and
services in question, the relevant public will associate the figurative mark with the intergovernmental
organisations concerned or is likely to be misled as to the existence of a connection between the applicant and
those intergovernmental organisations, the overall impression created by the mark must be assessed. In order
to answer the question in the affirmative, the relevant public must, when confronted with the mark as a whole,
that is to say, with both its graphic and word elements, associate that mark with the protected sign or the
organisations using it. In making that assessment, account is likewise to be taken of the list of goods and
services in the application for registration'.

65. It is clear from the paragraph cited and from paragraphs 25 to 29 of the contested decision that, although
the Board of Appeal did not expressly refer to Article 6 ter (1)(c) of the Paris Convention, it considered
whether the mark sought was of such a nature as to suggest to the public a connection between that mark and
the Council of Europe or the European Community or whether it was of such a nature as to mislead the
public as to the existence of a connection between the applicant and the Council of Europe or the European
Community. It concluded that registration and use of the mark are capable of giving rise to the impression on
the part of the relevant public that there is a connection between the mark sought and the Council of Europe
or the European Community.

66. The Board of Appeal took the view that, having regard to the goods and services in respect of which the
applicant sought registration, the relevant public included the general public as well as the specialist public.
For example, instruction may be aimed at a clearly defined specialist public or at the general public,
depending on how it is given and on the subject-matter dealt with.

67. Moreover, the Board of Appeal found that, contrary to what the applicant claims, there is an overlap
between the goods and services offered by the applicant and the activities of the Council of Europe and the
European Union. The Board of Appeal referred, inter alia, to the Official Journal of the European
Communities , which is available on CD-ROM, that is to say, on a record data carrier, to seminars, training
programmes and conferences offered by the Council of Europe and the European Community in a variety of
areas and to a large number of databases made available to the public by those institutions, in particular
EUR-Lex.

68. Given the wide variety of services and goods which may be offered by the Council of Europe and the
European Union or the European Community, it cannot be ruled out on the basis of the kind of goods and
services in respect of which registration was sought that the relevant public might believe that there is a
connection between the applicant and those institutions. Accordingly, the Board of Appeal was right to find
that registration of the mark sought was likely to give the public the impression that there is a connection
between the mark sought and the institutions in question.

69. As regards the word element ECA', it should be pointed out that the presence of the abbreviation ECA' in
the centre of the sign of the mark sought reinforces the impression that there is a connection between the
applicant and the European Union or the European Community. As OHIM found, the abbreviation EC' refers
directly to the European Community, at least in the English-speaking part of the European Union. That
abbreviation is known to stand for the European Community, even outside the United Kingdom. Further, the
abbreviation ECA' may also refer to the European Court of Auditors. The addition of the word element ECA'
inside the circle of stars does not remove the impression that there is a connection between the applicant and
the European Union or the European Community, and in fact quite the opposite is true. That impression is
created by the circle of stars so that it cannot be removed by adding a word element beginning with EC,
which could stand for any agency, body or programme of the European Union or of the European
Community. The applicant's line of argument concerning the word element ECA' is therefore unfounded.

70. With respect to the earlier national registrations on which the applicant relies, it is clear from the case-law
that the Community trade mark regime is an autonomous system with its own set
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of objectives and rules peculiar to it; it is self-sufficient and applies independently of any national system
(Case T32/00 Messe München v OHIM (electronica) [2000] ECR II3829, paragraph 47). Accordingly, the
registrability of a sign as a Community trade mark is to be assessed on the basis of the relevant Community
legislation alone. Consequently, neither OHIM nor, as the case may be, the Community Courts are bound by
decisions adopted in any Member State, or indeed a third country, finding a sign to be registrable as a
national trade mark (Case T88/00 Mag Instrument v OHIM (Torch shapes) [2002] ECR II467, paragraph 41).
Registrations already made in the Member States are therefore a factor which may only be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark
(Case T122/99 Procter &amp; Gamble v OHIM (Soap bar shape) [2000] ECR II265, paragraph 61; Case
T24/00 Sunrider v OHIM (VITALITE) [2001] ECR II449, paragraph 33; Case T337/99 Henkel v OHIM (Red
and black round tablet) [2001] ECR II2597, paragraph 58; and Case T194/01 Unilever v OHIM (Ovoid tablet)
[2003] ECR II383, paragraph 68). Those considerations apply a fortiori to the registration of marks other than
that sought in the present case.

71. As regards the practice of OHIM itself, it is apparent from the case-law that decisions concerning
registration of a sign as a Community mark which the Boards of Appeal are called on to take under
Regulation No 40/94 are adopted in the exercise of circumscribed powers and are not a matter of discretion.
Accordingly, the question whether a sign may be registered as a Community trade mark must be assessed
solely on the basis of that regulation, as interpreted by the Community Courts, and not on the basis of
previous practice in the decisions of the Boards of Appeal (STREAMSERVE , cited in paragraph 62 above,
paragraph 66; Joined Cases T79/01 and T86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002] ECR
II4881, paragraph 32; and Joined Cases T324/01 and T110/02 Axions and Belce v OHIM (Brown cigar shape
and gold ingot shape) [2003] ECR II1897, paragraph 51).

72. In any event, whilst it is accepted that factual or legal grounds contained in an earlier decision might
constitute arguments to support a plea alleging infringement of a provision of Regulation No 40/94
(STREAMSERVE , paragraph 69, and Kit Pro and Kit Super Pro , cited in paragraph 71 above, paragraph
33), in this case, the applicant has clearly not claimed that the national decisions or the earlier decisions of
the Boards of Appeal relied on by it contain grounds which might call into question the reply given above to
the plea alleging infringement of Article 7(1)(h) of Regulation No 40/94 (Brown cigar shape and gold ingot
shape , cited in paragraph 71 above, paragraph 52).

73. The applicant's arguments based solely on the instances of registration in Germany and the other countries
and at Community level are therefore irrelevant.

74. The second part of the plea is therefore unfounded.

75. Consequently, the action must be dismissed in its entirety.
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)2004. Grupo El Prado Cervera, SL v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition proceedings - Application for Community word mark "CHUFAFIT' - Earlier

national word and figurative marks "CHUFI' - Likelihood of confusion - Likelihood of association -
Article 8(1)(b) of Regulation (EC) No 40/94. Case T-117/02.

In Case T-117/02,

Grupo El Prado Cervera, SL, established in Valencia (Spain), represented by P. Koch Moreno, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.F.
Crespo Carrillo and G. Schneider, acting as Agents,

defendant,

Helene Debuschewitz and Others , as heirs of Johann Debuschewitz, residing at Rösrath-Forsbach (Germany),
represented by E. Krings, lawyer,

ACTION for annulment of the decision of the First Board of Appeal of OHIM of 12 February 2002 (Case R
798/2001-1) concerning the opposition proceedings between Grupo El Prado Cervera, SL, and J.
Debuschewitz,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of: B. Vesterdorf, President, P. Mengozzi and M.E. Martins Ribeiro, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the written procedure and further to the hearing on

9 March 2004,

gives the following

Judgment

Costs

62. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, and
the Office and the other parties before the Office have applied for costs, the applicant must be ordered to pay
the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute
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1. On 18 December 1998, Mr Debuschewitz (hereinafter the other party before the Office') filed an application
for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM) (the Office') under Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought is the sign CHUFAFIT'.

3. The goods in respect of which the registration was sought come within Classes 29 and 31 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions
for each Class:

- Class 29: Processed nuts';

- Class 31: Fresh nuts'.

4. That application was published in Community Trade Marks Bulletin No 69/1999 of 30 August 1999.

5. On 29 November 1999, the company Grupo El Prado Cervera, SL (formerly Compañia Derivados de
Alimentacion, SL), the applicant before the Court, gave notice of opposition, pursuant to Article 42 of
Regulation No 40/94. The opposition was against the registration of the mark applied for, in respect of all the
goods covered by the trade mark application. The ground relied on in support of the opposition was a
likelihood of confusion under Article 8(1)(b) of Regulation No 40/94. The opposition was based on the
existence of two earlier national trade marks registered in Spain. The first mark, registered on 4 February
1994 under No 1 778 419, is the word mark CHUFI' designating a range of goods in Class 29, namely meat,
fish and game; meat extracts; preserved, dried and cooked fruits and vegetables; jellies, jams, fruit sauces;
eggs, milk and milk products; edible oils and fats'. The second trade mark, which was registered in Spain
under No 2 063 328 on 5 May 1997, is the following figurative mark:

>image>0

6. That mark covers a range of goods in Class 31, namely agricultural, horticultural and forestry products and
grains not included in other classes; live animals; fresh fruits and vegetables; seeds, natural plants and flowers;
foodstuffs for animals, malt'.

7. By decision of 11 July 2001, the Office's Opposition Division rejected the opposition in its entirety on the
ground that, although the goods covered by the mark applied for were identical to those protected by the
applicant's earlier national marks, there were visual, phonetic and conceptual differences between the sign
which was the subject of the Community trade mark application and the applicant's earlier national marks,
enabling any likelihood of confusion on the part of the Spanish public to be excluded.

8. On 31 August 2001 the applicant filed at the Office notice of appeal under Article 59 of Regulation No
40/94, against the Opposition Division's decision.

9. By decision of 12 February 2002 (hereinafter the contested decision'), the Office's First Board of Appeal
dismissed the appeal and upheld the Opposition Division's decision on the same grounds.

10. In essence, the Board of Appeal held that, despite the goods being identical, the trade marks were neither
identical nor so similar as to give rise to a likelihood of confusion between them. The Board of Appeal held,
first, that although the competing signs shared the syllable chu', they were visually and phonetically different
as regards the number of syllables and their pronunciation (paragraph 18 of the contested decision). Secondly,
as regards conceptual comparison the Board of Appeal held that the common element chuf', which evokes in
Spain the word chufa', meaning tiger
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(or rush) nut from which the drink horchata' (tiger nut cordial) is made, was directly related to the tiger nut
and did not, in itself, enable either the signs to be distinguished as marks or the marks to be distinguished
from each other. By contrast, the Board of Appeal held that, in the global comparison of the marks, it was the
final elements of the competing signs which distinguished them, in the consumer's mind, as trade marks. In
the Board of Appeal's view, since those elements are sufficiently different, they will prevent any confusion
arising, even on the part of the inattentive consumer (paragraphs 19 and 20 of the contested decision).

Procedure and forms of order sought by the parties

11. By application in Spanish lodged at the Court Registry on 15 April 2002, the applicant brought this
action.

12. By letter of 3 May 2002, the other parties before the Office objected, within the meaning of the first
subparagraph of Article 131(2) of the Rules of Procedure of the Court of First Instance, to Spanish being the
language of the case before the Court and requested that German be the language of the case.

13. Pursuant to the third subparagraph of Article 131(2) of the Rules of Procedure, the Court designated
German as the language of the case, on the ground that the other party before the Office had filed the
contested trade mark application, under Article 115(1) of Regulation No 40/94, in that language.

14. The Office lodged its response at the Court Registry on 7 October 2002, the other parties before the
Office having lodged their response on 16 September 2002.

15. Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (First Chamber) decided to
open the oral procedure.

16. The parties presented oral argument and replied to the oral questions put by the Court at the hearing on 9
March 2004, apart from the other parties before the Office who did not appear.

17. The applicant claims that the Court should:

- declare the contested decision incompatible with Article 8(1)(b) of Regulation No 40/94 and annul that
decision;

- declare that there is a likelihood of confusion between the Community trade mark application CHUFAFIT',
in respect of Classes 29 and 31 and, first, Spanish trade mark No 1 778 419, CHUFI', which protects goods
in Class 29, and, second, figurative Spanish trade mark No 2 063 328, CHUFI', which protects goods in Class
31;

- refuse Community trade mark application No 1 021 229, CHUFAFIT', in respect of Classes 29 and 31;

- order the Office and, if appropriate, the other parties before the Office to pay the costs.

18. The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

19. The other parties before the Office contend that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law
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20. By its action, the applicant requests the Court, first, to refuse the registration of the Community trade
mark applied for and, second, to annul the contested decision.

The application for refusal of the registration of the Community trade mark applied for

21. By its third head of claim, the applicant in essence requests the Court to order the Office to refuse
registration of the mark applied for.

22. In that regard, it is appropriate to recall that, under Article 63(6) of Regulation No 40/94, the Office is
required to take the measures necessary to comply with the judgment of the Community judicature.
Accordingly, it is not for the Court of First Instance to issue orders to the Office. It is for the latter to draw
the appropriate inferences from the operative part and the grounds of the Court's judgments (Case T331/99
Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 33; Case T-34/00
Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 12; and Case T-129/01 José
Alejandro v OHIM - Anheuser-Busch (BUDMEN) [2003] ECR II-0000, paragraph 22). The applicant's third
head of claim is therefore inadmissible.

The application for annulment of the contested decision

23. By its first and second heads of claim, the applicant seeks, in essence, annulment of the contested
decision. In support of its action, it relies on a single plea in law alleging infringement of Article 8(1)(b) of
Regulation No 40/94. That plea in law is in two parts. The first part is based on the alleged failure of the
contested decision to take proper account of the renown and/or reputation of the Spanish trade mark CHUFI'
and its highly distinctive character. The second part is based on alleged errors regarding the assessment of the
lack of a likelihood of confusion between the competing signs.

24. As a preliminary point, it should be noted that, at the hearing, and as a result of the Office's plea of
inadmissibility in its written pleadings, the applicant abandoned the first part of its single plea in law, of
which the Court took formal notice in the minutes of the hearing.

25. It follows that the single plea in law is limited to requesting the Court to review whether, by the
contested decision, the Office's First Board of Appeal wrongly concluded that there was no likelihood of
confusion between the competing signs.

Arguments of the parties

26. The applicant submits that the two competing signs present visual, phonetic and conceptual similarities
which should have led the First Board of Appeal to find a likelihood of confusion.

27. First of all, as regards the visual similarity of the competing signs, the applicant claims that the mark
CHUFI' is practically identical to the first part of the mark CHUFAFIT' and that, since the public is attracted
principally by the first part of a word mark, the two trade marks are, as a result, visually similar. The
applicant points out also that the consumer may even more readily associate the origin of the two competing
marks with the same undertaking because owners of well-known trade marks in the foodstuffs sector use the
first part of their marks to conceive other marks containing that same part.

28. The applicant submits next that the Community trade mark applied for, CHUFAFIT', does not present any
phonetic difference from the mark CHUFI', since the latter is wholly reproduced within it. According to the
applicant, the Board of Appeal, in considering the syllabic structure of the two signs, overlooked the fact that
the mark CHUFI' is wholly included in the sign CHUFAFIT'. It adds that such reproduction of the earlier
mark in the sign applied for increases the likelihood of association.

29. Finally, on the conceptual level, the applicant submits that, if it is the case that the marks
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CHUFI' and CHUFAFIT' evoke the word chufa', that is to say the ingredient from which tiger nut cordial is
made, that fact should have led the Board of Appeal, because of the common element chuf', to find that there
was a likelihood of confusion between those two marks. In addition, the applicant points out that the contested
decision is inconsistent with the Office's decision in FLEXICON v FLEXON (R 183/2002-3), in which the
Third Board of Appeal found that there was conceptual similarity, because the two competing marks alluded
to the same meaning and were close to the Spanish word flexion'.

30. For the sake of completeness, the applicant submits that the contested decision did not take account of the
reference consumer's low level of attention, a factor which should have been taken into consideration in
deciding whether the similarity between the two marks was such as to give rise to a likelihood of confusion.
According to the applicant, faced with trade marks serving to distinguish foodstuffs or major consumer goods,
it is appropriate to take as a reference the average consumer characterised by inattentive behaviour. In this
case, at the time that that type of consumer makes his purchases, he will be likely, according to the applicant,
to associate the mark applied for with the earlier mark CHUFI', the trade mark of the best-selling tiger nut
cordial in Spain, which is entirely contained in the sign CHUFAFIT' and the first phonemes of which are the
same as that sign.

31. The Office notes that the Board of Appeal's assessment as to the identical nature of the goods covered by
the two marks is not challenged by the applicant and contends that the contested decision correctly rejected
the opposition as a result of the visual, phonetic and conceptual comparison of the competing signs. In
essence, the Office contends, first, that the competing signs are visually and phonetically dissimilar, in
particular because of their different syllabic structure. Secondly, on the conceptual level, the Office maintains
that the element chuf', which evokes, on the part of the Spanish public, the ingredient chufa', is descriptive of
the goods protected by the two marks. Hence, according to the Office, the distinctive character of the
competing signs cannot be based on the prefix chuf', but is, on the contrary, based on the final parts of the
two fanciful signs: on the one hand, for the sign CHUFI', the addition of an i', on the other hand, for the sign
CHUFAFIT', the addition of afit'. It is also because of the descriptive nature of the element chuf' that, the
Office submits, the applicant cannot have a monopoly over such an element in respect of the goods at issue in
this case and oppose an application for registration of a Community trade mark including such an element.

32. As regards the argument concerning the Third Board of Appeal's decision in FLEXICON v FLEXON , the
Office accepts that, at first sight, the positions of the two Boards of Appeal vary. None the less, while
following the Community case-law, the issue of a likelihood of confusion must be resolved on a case-by-case
basis. In that regard, the Office draws attention to an important difference between FLEXICON v FLEXON
and this case: whereas in the former case the first parts (flex') and the final parts (on') were identical, in this
case only the first part, chuf', is common.

33. Finally, the Office rejects the applicant's assertion that the goods in question (fresh nuts, processed nuts
and tiger nut cordial) are major consumer goods or, at least, are comparable to beer, wine or other alcoholic
drinks. According to the Office, the consumer will not find a specialised line for the goods in question. In any
event, the Office maintains that the average reasonably observant and circumspect consumer, having taken the
decision to buy the goods in question, will be able to distinguish between the two marks. Faced with those
two weak marks, the consumer will associate the element chuf' with the ingredient chufa', rather than with one
of the two marks. According to the Office, to assert the contrary is tantamount to granting the owner of a
trade mark such as CHUFI', which is descriptive of the product chufa', and which enjoys only the minimum
of distinctiveness required to overcome the examination of the absolute grounds for refusal, a monopoly over
any other
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mark containing the element chuf', designating the ingredient chufa'.

34. The other parties before the Office raise doubts as to the identical nature of the goods in question. On the
other hand, they refer to the entirety of the Office's arguments as regards the comparison of the competing
signs.

Findings of the Court

35. It must first of all be recalled that, under Article 8(1)(b) of Regulation No 40/94, upon opposition by the
proprietor of an earlier trade mark, the trade mark applied for is not to be registered if because of its identity
with or similarity to the earlier trade mark and the identity or similarity of the goods or services covered by
the trade marks there exists a likelihood of confusion on the part of the public in the territory in which the
earlier trade mark is protected'. It is also stated that the likelihood of confusion includes the likelihood of
association with the earlier trade mark'.

36. In this case, it is common ground that the earlier trade marks are registered in Spain. Accordingly, it is
appropriate to take into account, for the purposes of assessing the conditions set forth in the preceding
paragraph, the point of view of the public in that Member State. Therefore, the relevant public is, essentially,
Spanish speaking.

37. It is also important to make clear that, according to the case-law of the Court of Justice concerning the
interpretation of Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member
States relating to trade marks (OJ 1989 L 40, p. 1) and that of the Court of First Instance on Regulation No
40/94, the risk that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of
confusion (Case C39/97 Canon [1998] ECR I-5507, paragraph 29; Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 17; Case T-104/01 Oberhauser v OHIM - Petit Liberto (Fifties ) [2002] ECR
II-4359, paragraph 25; and Case T-311/01 Editions Albert René v OHIM - Trucco (Starix) [2003] ECR
II-0000, paragraph 39).

38. The likelihood of confusion on the part of the public must be appreciated globally, taking into account all
factors relevant to the circumstances of the case (Case C251/95 SABEL [1997] ECR I-6191, paragraph 22;
Canon , cited above, paragraph 16; Lloyd Schuhfabrik Meyer , cited above, paragraph 18; Case C425/98
Marca Mode [2000] ECR I-4861, paragraph 40; Fifties , cited above, paragraph 26; and Starix , cited above,
paragraph 40).

39. This global assessment implies some interdependence between the relevant factors and, in particular,
between the similarity between the trade marks and the similarity between the goods or services concerned.
Accordingly, a lesser degree of similarity between those goods or services may be offset by a greater degree
of similarity between the marks, and vice versa. The interdependence of these factors is expressly referred to
in the seventh recital in the preamble to Regulation No 40/94, according to which the concept of similarity is
to be interpreted in relation to the likelihood of confusion, the assessment of which depends on a variety of
factors which include recognition of the trade mark on the market, the association which may be made of it
with the sign as used or registered, and the degree of similarity between the mark and the sign and between
the goods or services identified (Starix , paragraph 41).

40. Finally, the perception of marks in the mind of the average consumer of the goods or services in question
plays a decisive role in the global appreciation of the likelihood of confusion. The average consumer normally
perceives a mark as a whole and does not proceed to analyse its various details (SABEL , cited above,
paragraph 23, and Lloyd Schuhfabrik Meyer , paragraph 25). For the purposes of that global appreciation, the
average consumer of the goods concerned is deemed to be reasonably well-informed and reasonably observant
and circumspect. In addition, account should be taken of the fact that the average consumer only rarely has
the chance to make a direct comparison
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between the different marks but must place his trust in the imperfect picture of them that he has kept in his
mind. It should also be borne in mind that the average consumer's level of attention is likely to vary
according to the category of goods or services in question (Lloyd Schuhfabrik Meyer , paragraph 26).

41. As regards the reference consumer, since the goods covered by the Community trade mark applied for are
foodstuffs of daily consumption, in particular the essential ingredient of tiger nut cordial (horchata' in
Spanish), and since the applicant's earlier marks are protected in Spain, the target public by reference to which
the likelihood of confusion must be analysed consists of average consumers in that Member State.

42. In that regard, the Court cannot agree with the applicant's complaint that the Board of Appeal did not, in
the contested decision, take account of the reference consumer's low level of attention. Even if the Board of
Appeal did not state whether the goods in question belonged to the category of major consumer goods, as the
applicant maintains, it none the less found, in paragraph 20 of the contested decision, that the signs were
sufficiently different so as to prevent any confusion arising, even in the mind of the inattentive consumer.
Accordingly, in its global examination of the likelihood of confusion between the competing signs, the Board
of Appeal did refer to the consumer with a low level of attention in order to determine whether there could
exist a likelihood of confusion in the mind of such a consumer.

43. So far as concerns the comparison of the goods, it is necessary to state that, in this case, the goods
covered by the mark applied for, namely processed nuts' and fresh nuts', which come respectively within
Classes 29 and 31, form part of the wider category of goods covered by the earlier marks and coming within
the same classes. In addition, the applicant does not dispute the Board of Appeal's assessment (in paragraphs
12 and 13 of the contested decision) as regards the identical nature of the goods covered by the Community
trade mark application and of the goods protected by the earlier marks. It must therefore be held that the
goods in question are identical.

44. As regards the comparison of the competing signs, it is clear from the case-law of the Court of Justice
and of the Court of First Instance that the global assessment of the likelihood of confusion, as far as the
visual, aural or conceptual similarity of the marks in question is concerned, must be based on the overall
impression given by the marks, bearing in mind, inter alia, their distinctive and dominant components (SABEL
, paragraph 23; Lloyd Schuhfabrik Meyer , paragraph 25; and Case T292/01 Philips-Van Heusen v OHIM -
Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II-0000, paragraph 47).

45. In this case, the Board of Appeal compared the word mark applied for with the applicant's earlier word
mark registered under No 1 778 419 and limited its examination of the likelihood of confusion between the
word mark applied for and the applicant's figurative mark (registered under No 2 063 328) to the word
element of that mark. That approach is correct. The word element of the applicant's earlier figurative mark
appears as the dominant element of that sign, likely, by itself, to give the image of that mark which the target
public keeps in mind, with the result that the other components of the mark, that is to say, in this case, the
representation of a tall glass in the middle of the letter u' in the figurative mark, are negligible within the
overall impression created by it (Case T-6/01 Matratzen Concord v OHIM - Hukla Germany (MATRATZEN)
[2002] ECR II4335, paragraph 33). It must also be pointed out that neither the applicant nor the other parties
before the Office have challenged the approach adopted by the Board of Appeal.

46. That being the case, it is appropriate to consider whether the Board of Appeal was right to exclude any
likelihood of confusion between the marks in question, by making a visual, phonetic and conceptual
comparison of the competing signs.
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47. The Board of Appeal carried out the visual and phonetic comparison of the competing signs concurrently.
It stated:

[W]hilst it is true that visually and phonetically they share a common first syllable CHU, the marks CHUFI
and CHUFAFIT overall are visually dissimilar: they are spelt differently: the opposing mark has two syllables
whilst the mark applied for has three. They have a quite different pronunciation, the opposing mark being
shorter, and overall softer in sound - with the two vowels U-I dominating -, than the mark applied for, which
begins softly but ends quite abruptly with FIT and which extends over three vowels producing broadly the
sound U-A-I.'

48. As regards the visual comparison, it must be stated that the competing signs share not only the prefix
chuf', but also a common letter, i'. Those signs have, therefore, five letters in common, four of which form
their initial part. However, the competing signs present several visual differences on which the consumer's
attention may focus just as much as on the initial part, in view of the limited length of those signs. The signs
are spelt differently and are composed of a different number of letters, namely five letters for the applicant's
earlier marks and eight letters for the Community mark applied for, and thus have a different syllabic
structure, the structure of the applicant's earlier marks being particularly short. In addition, the central position
of the combination of the letters f', a' and f' in the Community mark applied for, CHUFAFIT', and the
presence of the final letter t' contribute to producing a different visual impression of the mark applied for in
comparison with the applicant's earlier marks. Therefore, in the overall visual assessment of the signs, those
differences, although slight, are none the less sufficient to rule out any visual similarity between the
competing signs.

49. As regards the phonetic comparison, the Board of Appeal's analysis is correct. Admittedly, it must be
noted that the competing signs possess first an identical syllable, chu', and second a fairly similar suffix,
namely fi' for the earlier marks, and fit' for the sign CHUFAFIT'. However, it is important to observe that the
syllabic structure of the competing signs is different, the earlier marks having two syllables (chu' and fi') and
the Community mark applied for having three (chu', fa' and fit'). According to the rules of accentuation
particular to the Spanish language, as the Board of Appeal and the Office have pointed out, the last syllable
fit' of the mark applied for ends abruptly with the letter t', which forms part of that accented syllable and
receives, as a result, all the force of the tonic accent. That accentuation thus leads to a pronounced phonetic
difference in comparison with the last syllable fi' of the earlier marks. Furthermore, while the sign CHUFI' is
completely included in the sign CHUFAFIT', that reproduction is however truncated, since the two syllables
making up the earlier mark CHUFI' are separated, in the sign CHUFAFIT', by the letters f' and a'. The
interpolation of those letters between the first common syllable and the suffixes of the competing signs leads
to a different phonetic impression from that of the earlier marks. It follows from all of those phonetic
differences that the truncated reproduction of the sign CHUFI' in the sign which is the subject of the trade
mark application does not mean that the competing signs are phonetically similar.

50. As regards the conceptual comparison, the Board of Appeal held, in essence, that the element chuf',
common to the competing signs, which evokes the tiger nut (chufa' in Spanish), is descriptive of the product
from which the drink horchata' (tiger nut syrup) is made and cannot therefore serve to distinguish the marks.
The Board of Appeal accepted that that was a weakness common to the two marks and held that, in the
overall comparison of the competing signs, the initial part of the marks was therefore less important than their
final parts, which will enable the consumer to perceive that those terms are trade marks and not descriptive
words.

51. The Court notes in that regard that the target public will not generally consider a descriptive element
forming part of a complex mark as the distinctive and dominant element of the overall impression
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conveyed by that mark (see, to that effect, BUDMEN , cited above, paragraph 53; see, also, Case T-10/03
Koubi v OHIM - Flabesa (CONFORFLEX) [2004] ECR II0000, paragraph 60).

52. In this case, while in its written pleadings the applicant accepted that its CHUFI' marks conceptually
evoked the tiger nut (chufa' in Spanish), it none the less maintained that its marks were able to have
distinctive character because of the alleged reputation and/or alleged renown which they have acquired in
Spain. However, as stated in paragraph 24 above, the applicant abandoned, at the hearing, any reliance on the
alleged reputation and/or the alleged renown of its trade marks.

53. The Court finds that the prefix chuf', which is common to the competing signs, designates the tiger nut
(or rush nut), whose Spanish name is chufa' and which, in this case, is used to make the popular drink known
under the name horchata' (tiger nut cordial) which is particularly marketed in Spain by the applicant.
Consequently, in the overall impression conveyed by the competing signs, the target public will perceive the
element chuf' as a descriptive element of the goods designated by the competing signs and not as an element
enabling the commercial origin of those goods to be distinguished. The element chuf' is therefore devoid of
distinctive character and cannot be regarded as the dominant element of the overall impression conveyed by
the competing signs.

54. On the other hand, as the Office has correctly observed, in the global impression conveyed by the
competing signs, it is the final parts of those signs which will enable the target public to perceive the signs as
imaginary words and not as words which are solely descriptive. However, it is important to note that, from
the conceptual point of view, neither the suffix fit', so far as the Community mark applied for is concerned,
nor the letter i', as regards the applicant's earlier marks, has any particular meaning in Spanish. On the
conceptual level, the comparison of those elements is therefore irrelevant. The fact remains that the visual and
phonetic differences between those elements are sufficient to enable, in the overall assessment of the
competing signs, any likelihood of confusion between those signs to be ruled out on the part of the target
public. Furthermore, even supposing, as the applicant argued for the first time at the hearing, that the suffix
fit' of the mark applied for refers to the word fit' in English, one of the various meanings of which evokes a
person in good physical shape, and that a significant part of the target public has sufficient knowledge of
English to understand such an evocation, which has moreover not been demonstrated by the applicant, the
Court considers that such evocation is not necessarily descriptive of a characteristic of the goods covered by
the trade mark applied for and that, besides, it is only likely to rule out further any likelihood of confusion
between the competing signs. In any event, such an argument, which seeks to deny the distinctive character of
the Community trade mark applied for, does not form part of the subject-matter of these proceedings, which,
as follows from the findings in paragraphs 22 and 23 to 25 above, relate solely to the existence of a relative
ground for refusal, namely the likelihood of confusion between the competing signs.

55. The Board of Appeal therefore correctly found that, in the overall assessment of the competing signs, the
differences between those signs were sufficient to rule out any likelihood of confusion on the part of the
target public.

56. That conclusion cannot be gainsaid by the various arguments deployed by the applicant.

57. As regards, first, the Office's allegedly divergent practice in decisions and the references to Spanish
national decisions concerning signs and national registrations other than those in this case, it must be
observed, first, that the legality of decisions of the Boards of Appeal is to be assessed purely by reference to
Regulation No 40/94, as interpreted by the Community judicature, and not the Office's practice in its earlier
decisions (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II3829, paragraph 47; Case
T-130/01 Sykes Enterprises v OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002] ECR II-5179, paragraph
31; and BUDMEN , paragraph 61). Accordingly, the argument alleging the possible inconsistency of the
contested decision with the decision of
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the Office's Third Board of Appeal in FLEXICON v FLEXON cannot be upheld. Second, so far as the
references to Spanish national decisions are concerned, an identical conclusion is inescapable (Case T-162/01
Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR II-0000,
paragraph 53, and Case T-85/02 Díaz v OHIM - Granjas Castello (CASTILLO) [2003] ECR II-0000,
paragraph 37).

58. Secondly, it is also necessary to reject the applicant's argument based on the trade practice of proprietors
of well-known marks, according to which they use the first parts of their trade marks to conceive derived
marks containing those same parts. First, the applicant cannot invoke the alleged renown of its earlier marks,
reliance upon which it abandoned at the hearing, as stated in paragraph 24 above. Second, as the Office has
argued, the applicant cannot claim to oppose the use by the other parties before the Office of the element
chuf' for the goods within the relevant territory, since, as has already been held in paragraph 54 above, that
element cannot be perceived by the target public as enabling the commercial origin of the goods protected by
the applicant's earlier marks to be distinguished.

59. Finally, as regards the applicant's remarks concerning the likelihood of association between the competing
signs because of the use of a common prefix chuf', it should be noted that that likelihood is a specific case of
the likelihood of confusion, which is characterised by the fact that the marks in question, whilst not likely to
be directly confused by the target public, could be perceived as being two marks belonging to the same holder
(Case T-224/01 Durferrit v OHIM - Kolene (NU-TRIDE) [2003] ECR II1589, paragraph 60, and the case-law
cited). While that may be the case, in particular, where the two marks appear to belong to a series of marks
based on a common core element (NU-TRIDE , cited above, paragraph 61), it must be stated that that cannot
be the case here, since the prefix chuf' has a descriptive character which, as a result, is not apt to create, on
the part of the target public, a likelihood of association between the competing signs.

60. It follows from the foregoing that, even if, in this case, the goods covered by the competing signs are
identical, the differences between those signs are sufficient to rule out the existence of a likelihood of
confusion in the target public's perception.

61. Consequently, the single plea in law alleging infringement of Article 8(1)(b) of Regulation No 40/94 must
be rejected and the application must be dismissed in its entirety.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. AVEX Inc. v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition procedure - Application for a Community figurative mark comprising the letter "a' - Earlier

Community figurative mark comprising the letter "a' - Likelihood of confusion. Case T-115/02.

In Case T-115/02,

AVEX Inc., established in Tokyo (Japan), represented by J. Hofmann, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) of 11 February 2002 (Case R 634/2002-1) relating to the
opposition filed by the proprietor of the Community figurative mark comprising the letter a' against
registration of a Community figurative mark comprising the letter a',

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on

12 April 2002,

having regard to OHIM's response lodged at the Court Registry on

17 September 2002,

having regard to the intervener's response lodged at the Court Registry on

29 August 2002,

further to the hearing on

10 March 2004,

gives the following

Judgment

Costs

33. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they are applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it must be
ordered to pay the costs, in accordance with the forms of order sought by OHIM and the intervener.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

© An extract from a JUSTIS database



62002A0115 European Court reports 2004 Page II-02907 2

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1. On 5 June 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The trade mark in respect of which registration was sought was the figurative sign reproduced below:

>image>0

3. The goods and services in respect of which registration was sought are in Classes 9, 16, 25, 35 and 41 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and corresponding, for Class 25, to the
following description: Clothing, footwear, headgear; non-Japanese style outwear, coats, sweaters and the like,
nightwear, underwear, swimming suits, shirts and the like, socks and stockings, gloves, ties, bandanas,
mufflers, hats and caps, shoes and boots, belts, jackets, T-shirts.'

4. On 4 October 1999, that application was published in Community Trade Marks Bulletin No 78/1999.

5. On 22 December 1999, the intervener filed a notice of opposition under Article 42 of Regulation No 40/94
against the mark claimed, basing its opposition on, in particular, Community figurative mark No 270 264,
applied for on 1 April 1996 and registered on 28 February 2000, relating, in particular, to suits, vests, jackets,
anoraks, trousers, coats, jeans, jeanswear, shirts, sweatshirts, T-shirts, sportswear, caps, working clothes,
leisurewear' falling within Class 25, reproduced below:

>image>1

6. By decision of 2 May 2001, the Opposition Division of OHIM found that the conflicting signs were similar
and that the goods concerned were identical or similar. Consequently, that division rejected the application for
registration of the mark applied for.

7. On 2 July 2001, the applicant filed an appeal at OHIM under Article 59 of Regulation No 40/94 against
the decision of the Opposition Division.

8. By decision of 11 February 2002 (Case R 634/2001-1, the contested decision') the First Board of Appeal of
OHIM partially annulled the decision of the Opposition Division to the extent to which it rejected the trade
mark application in respect of the goods and services falling within Classes 9, 16, 35 and 41. However, it
dismissed the appeal as regards the goods falling within Class 25, taking the view that the signs at issue were
similar and that the goods concerned, including the footwear and boots' referred to in the trade mark
application and the clothing' covered by the earlier trade mark, were identical or similar.

Forms of order sought

9. At the hearing, the applicant clarified the form of order sought by it, its claim now being that the Court of
First Instance should:

- annul the contested decision in so far as it dismisses its appeal in relation to goods in Class 25;

- annul the contested decision in so far as it orders the applicant to pay the intervener's costs in the opposition
and appeal proceedings;
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- order OHIM to pay the costs.

10. OHIM and the intervener contend that the Court of First Instance should:

- dismiss the application as unfounded;

- order the applicant to pay the costs.

Law

11. First, it must be borne in mind that, according to settled case-law, under Article 44(1) of the Rules of
Procedure of the Court of First Instance, which applies to intellectual property matters pursuant to Article
130(1) and Article 132(1) thereof, although specific points in the text of the application can be supported and
completed by references to specific passages in the documents attached, a general reference to other
documents cannot compensate for the lack of essential elements of legal arguments which, under the
provisions mentioned above, must be included in the application itself (Joined Cases T-305/94 to T-307/94,
T-313/94 to T316/94, T-318/94, T-325/94, T-328/94, T-329/94 and T-335/94 Limburgse Vinyl Maatschappij
and Others v Commission [1999] ECR II-931, paragraph 39). That case-law can be transposed to the response
of the other party to opposition proceedings before a Board of Appeal who intervenes before the Court of
First Instance, pursuant to Article 46 of the Rules of Procedure, which, by virtue of the second subparagraph
of Article 135(1) thereof, applies in matters of intellectual property. Accordingly, the application and the
response, in so far as they refer to documents lodged by the applicant and the intervener respectively before
OHIM, are inadmissible to the extent to which the general references in them cannot be linked to the pleas
and arguments put forward in the application and the response.

The plea that there is no likelihood of confusion

Arguments of the parties

12. According to the applicant, the Board of Appeal wrongly concluded that, despite the differences between
the goods at issue and between the conflicting signs, there was a likelihood of confusion between the earlier
trade mark and the trade mark applied for.

13. With regard to the goods, the applicant states that clothing and footwear or boots are not similar goods.
Those goods are not manufactured in the same factories, they are not intended for the same use, in so far as
fashion shows that their purpose is not merely to provide protection against the natural elements, they are not
made from the same raw material and they are not sold in the same places, except to an insignificant extent
in supermarkets.

14. As regards the conflicting signs, the applicant states that, in principle, letters of the alphabet do not have
any distinctive character of their own in the absence of a graphic addition (decision of the second Board of
Appeal of 28 May 1999 (Case R 91/1998-2)). It is therefore their graphic representation which gives them
their distinctive character. Since trade marks which are not strongly distinctive enjoy lesser protection, the
differences between the signs of which they consist acquire greater importance. The applicant refers, in that
connection, to the clear and substantial differences between the conflicting signs as regards the shape of the
black background, the position of the letter on that background, and the contrast between the bold and normal
typefaces used for the respective marks and the calligraphic form of the letter. In the case of figurative trade
marks comprising a letter, only a visual comparison of the signs is of any importance since phonetic
comparison is not relevant.

15. OHIM and the intervener contest all the applicant's arguments. OHIM considers, in addition, that in so far
as the applicant limited its objections concerning the similarity of the goods to a comparison of clothing' and
footwear and boots', the likelihood of confusion between the conflicting signs should be examined only to that
extent.
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Findings of the Court

16. Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for will not be registered if, because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks, there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected.

17. According to settled case-law, the likelihood of confusion as to the commercial origin of goods or services
must be assessed globally, according to the relevant public's perception of the signs and goods or services
concerned and taking into account all factors relevant to the circumstances of the case, in particular the
interdependence between the similarity of the signs and that of the goods or services designated (see Case
T-162/01 Laboratorios RTB v OHIM - Giorgio Beverly Hills (GIORGIO BEVERLY HILLS) [2003] ECR
II-0000, paragraphs 29 to 33 and the case-law there cited).

18. In this case, the earlier trade mark is a Community trade mark. Moreover, the goods in question are
ordinary consumer goods. Therefore, for the purpose of assessing the likelihood of confusion, the relevant
public comprises the final consumers in the European Community.

19. As regards, first, comparison of the conflicting signs, the global assessment of the likelihood of confusion,
so far as concerns visual, aural or conceptual similarity, must be based on the overall impression given by the
marks, bearing in mind, inter alia, their distinctive and dominant components (see Case T-292/01 Phillips-Van
Heusen v OHIM - Pash Textilvertrieb und Einzelhandel (BASS) [2003] ECR II0000, paragraph 47, and the
case-law there cited).

20. As regards the visual similarity of the conflicting signs, the Board of Appeal rightly considered that, even
though a single letter is potentially devoid of distinctive character, both the marks in question include as a
dominant element the lower-case white letter a', of a commonplace typeface, on a black background
(paragraph 38 of the contested decision). That dominant element makes an immediate impression and is
remembered. Conversely, the graphic differences between the trade marks in question - namely the shape of
the background (oval for the trade mark applied for and square for the earlier trade mark), the position of the
letter on that background (in the centre in the case of the trade mark applied for and in the lower right-hand
corner in the case of the earlier trade mark), the thickness of the line used to represent that letter (the trade
mark applied for uses a slightly broader line than that used in the earlier trade mark) and the calligraphic
details of the letters of the respective marks - are minor and do not constitute elements which will be
remembered by the relevant public as effective distinguishing features. Consequently, the conflicting signs are
very similar from the visual point of view.

21. That conclusion is not undermined by the argument that there may be a divergence between the contested
decision and the decision of the Second Board of Appeal of 28 May 1999 (Case R 91/1998-2) on registration
of the earlier trade mark. Whilst that board found in its decision that the graphic presentation of the letter a'
was of particular importance for analysis of the distinctive character of that trade mark, it need merely be
pointed out that, in this case, the graphic presentation of the trade mark applied for is very close to that
adopted for the earlier trade mark.

22. As regards aural and conceptual comparison of the conflicting signs, the parties coincide in the view that
it is of little relevance in this case. Be that as it may, the signs are, from those points of view, clearly
identical.

23. Accordingly, the overall impressions produced by each of the conflicting signs are very similar.

24. Next, as regards comparison of the goods, it must be borne in mind that, according to settled
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case-law, in order to assess the similarity of the goods concerned, all the relevant factors which characterise
the relationship between those goods should be taken into account, those factors including, inter alia, their
nature, their intended purpose, their use and whether they are in competition with each other or are
complementary (Case T-85/02 Pedro Díaz v OHIM - Granjas Castello (CASTILLO) [2003] ECR II-0000,
paragraph 32 and the case-law there cited).

25. It must first be pointed out that at the hearing the applicant did not seriously dispute the fact that the
various types of clothing covered by each of the trade marks at issue are, at the very least, similar. In any
event, such a finding is correct.

26. As regards, more particularly, the relationship between the clothing' covered by the earlier trade mark and
the footwear and boots' covered by the trade mark applied for, the Board of Appeal took the view that those
goods were similar because they have the same purpose, they are often sold in the same places and several
manufacturers and designers deal with both those types of goods (paragraph 32 of the contested decision). The
generality of that assessment may be called in question in the light of the lack of substitutability of those
goods and the absence of evidence to support the assessment. However, in view of the sufficiently close links
between the respective purposes of those goods, which are identifiable in particular in the fact that they
belong to the same class, and the specific possibility that they can be produced by the same operators or sold
together, it may be concluded that those goods may be linked in the mind of the relevant public. In that
connection, the various Community and national decisions concerning trade marks on which the applicant
relies do not detract from that conclusion in so far as the factual background to those decisions, as regards the
signs and goods at issue, displays significant differences from the present case. The goods at issue must
therefore be regarded as similar within the meaning of Article 8(1)(b) of Regulation No 40/94 even if they are
so in only a limited way.

27. Consequently, having regard, first, to the strong similarity between the conflicting signs and, second, to
the similarity between the goods concerned, limited though it may be in the case of footwear and clothing, the
Board of Appeal rightly concluded that there was a likelihood of confusion on the part of the relevant public.
The relevant public is likely to believe, in particular, that the commercial origin of footwear bearing the trade
mark applied for is the same as that of clothing bearing the earlier trade mark. Accordingly, the present plea
must be rejected.

The plea as to the necessity of oral proceedings before the Board of Appeal

28. The applicant states that it expressly requested that oral proceedings be held before the Board of Appeal
under Article 75(1) of Regulation No 40/94. A hearing could have contributed to the adoption of a decision
founded in law since the applicant could have provided information on the German case-law dealing with the
issue of the similarity of the goods in question. By refusing to hold oral proceedings, the Board of Appeal, in
the applicant's view, exceeded the bounds of its discretion.

29. The Court notes that, under Article 75(1) of Regulation No 40/94, [i]f [OHIM] considers that oral
proceedings would be expedient they shall be held either at the instance of [OHIM] or at the request of any
party to the proceedings.'

30. The Court finds that the Board of Appeal enjoys a discretion as to whether, where a party requests that
they be held, oral proceedings before it are really necessary. In this case, it is clear from the contested
decision that the Board of Appeal had before it all the information needed as a basis for the operative part of
the contested decision. In that connection, the applicant has not shown in what way oral clarifications
concerning the German case-law, supplementing those already given in its submissions to the Board of
Appeal, would have led to the operative part not being adopted in those terms. In any event, it is settled
case-law that the legality of decisions
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of the Boards of Appeal must be evaluated solely on the basis of Regulation No 40/94, as interpreted by the
Community Courts, and not on the basis of national case-law, even where the latter is based on provisions
analogous to those of that regulation (see GIORGIO BEVERLY HILLS , paragraph 53, and CASTILLO ,
paragraph 37). Thus, the Board of Appeal did not overstep the bounds of its discretion by not acceding to the
applicant's request for oral proceedings.

The second head of claim

31. Since the applicant has not put forward any specific reasoning to support its claim for the annulment of
paragraph 2 of the operative part of the contested decision concerning the costs of the proceedings before
OHIM, the foregoing considerations suffice for that head of claim to be rejected.

32. In view of all the foregoing, the application must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. GE Betz Inc., formerly

BetzDearborn Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Community trade mark - Opposition procedure - Earlier figurative mark - Application for
Community word mark BIOMATE - Failure to produce evidence in the language of the opposition
proceedings - Legitimate expectation - Rules 16, 17 and 18 of Regulation (EC) No 2868/95. Case

T-107/02.

In Case T-107/02,

GE Betz Inc., formerly BetzDearborn Inc., whose registered office is in Trevose, Pennsylvania (United States
of America), represented by G. Glas and K. Manhaeve, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented initially by
E. Joly and subsequently by G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 17 January 2002 (Case R 1003/2000-1), relating to opposition
proceedings between Atofina Chemicals Inc. and GE Betz Inc.,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Court Registry on

8 April 2002,

having regard to the response lodged at the Court Registry on

23 July 2002,

having regard to the response of the intervener Atofina Chemicals Inc. lodged at the Court Registry on 26
July 2002,

further to the hearing on

17 September 2003,

gives the following

Judgment

Costs

95. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings.

96. In the present case the intervener has been unsuccessful inasmuch as the contested decision must be
annulled, in accordance with the form of order sought by the applicant. However, the applicant has not
applied for costs from the intervener, but for an order that the Office pay the costs, including those incurred
by the applicant in connection with the proceedings before the Board of Appeal.
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97. Even though the Office has supported the applicant's first head of claim, it should be ordered to pay the
costs incurred by the applicant since the contested decision was made by its Board of Appeal. It must
therefore be ordered, in accordance with the form of order sought by the applicant, that the Office bear the
costs incurred by the applicant, including those incurred by it in connection with the proceedings before the
Board of Appeal, and that the intervener bear its own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 17 January 2002 (Case R 1003/2000-1) in so far as it annuls the
decision of the Opposition Division of 7 September 2000, remits the case to the Opposition Division for
further prosecution and orders each party to bear the costs which they have incurred in connection with the
proceedings before the Board of Appeal;

2. Orders the Office to pay the costs incurred by the applicant, including those incurred by it in connection
with the proceedings before the Board of Appeal;

3. Orders the intervener to bear its own costs.

Relevant provisions

1. Articles 42 and 73 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1), as amended, provide as follows:

Article 42

Opposition

...

3. Opposition must be expressed in writing and must specify the grounds on which it is made... Within a
period fixed by the Office, the opponent may submit in support of his case facts, evidence and arguments.

...

Article 73

Statement of reasons on which decisions are based

Decisions of the Office shall state the reasons on which they are based. They shall be based only on reasons
or evidence on which the parties concerned have had an opportunity to present their comments.'

2. Rules 15 to 18 and 20 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Regulation No 40/94 (OJ 1995 L 303, p. 1; the Implementing Regulation') are worded as follows:

Rule 15

Contents of the notice of opposition
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...

(2) The notice of opposition shall contain:

...

(b) as concerns the earlier mark or the earlier right on which the opposition is based:

(i) where the opposition is based on an earlier mark, a statement to that effect and an indication that the
earlier mark is a Community mark or an indication of the Member State or Member States including,
where applicable, the Benelux, where the earlier mark has been registered or applied for, or, where the
earlier mark is an internationally registered mark, an indication of the Member State or Member States
including, where applicable, the Benelux, to which protection of that earlier mark has been extended;

(ii) where available, the file number or the registration number and the filing date, including the priority date
of the earlier mark;

...

(vi) a representation and, where appropriate, a description of the earlier mark or earlier right;

(vii) the goods and services in respect of which the earlier mark has been registered...; the opposing party shall,
when indicating all the goods and services for which the earlier mark is protected, also indicate those
goods and services on which the opposition is based;

...

Rule 16

Facts, evidence and arguments presented in support of the opposition

(1) Every notice of opposition may contain particulars of the facts, evidence and arguments presented in
support of the opposition, accompanied by the relevant supporting documents.

(2) If the opposition is based on an earlier mark which is not a Community trade mark, the notice of
opposition shall preferably be accompanied by evidence of the registration or filing of that earlier mark,
such as a certificate of registration...

(3) The particulars of the facts, evidence and arguments and other supporting documents as referred to in
paragraph 1, and the evidence referred to in paragraph 2 may, if they are not submitted together with the
notice of opposition or subsequent thereto, be submitted within such period after commencement of the
opposition proceedings as the Office may specify pursuant to Rule 20(2).

Rule 17

Use of languages in opposition proceedings

(1) Where the notice of opposition is not filed in the language of the application for registration of the
Community trade mark, if that language is one of the languages of the Office, or in the second language
indicated when the application was filed, the opposing party shall file a translation of the notice of
opposition in one of those languages within a period of one month from the expiry of the opposition
period.

(2) Where the evidence in support of the opposition as provided for in Rule 16(1) and (2) is not filed in the
language of the opposition proceedings, the opposing party shall file a translation of that evidence into that
language within a period of one month from the expiry of the opposition period or, where applicable,
within the period specified by the Office pursuant to Rule 16(3).
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...

Rule 18

Rejection of notice of opposition as inadmissible

(1) If the Office finds that the notice of opposition does not comply with the provisions of Article 42 of the
Regulation, or where the notice of opposition does not clearly identify the application against which
opposition is entered or the earlier mark or the earlier right on the basis of which the opposition is being
entered, the Office shall reject the notice of opposition as inadmissible unless those deficiencies have been
remedied before expiry of the opposition period ...

(2) If the Office finds that the notice of opposition does not comply with other provisions of the Regulation or
of these Rules, it shall inform the opposing party accordingly and shall call upon him to remedy the
deficiencies noted within a period of two months. If the deficiencies are not remedied before the time limit
expires, the Office shall reject the notice of opposition as inadmissible.

...

Rule 20

Examination of opposition

...

(2) Where the notice of opposition does not contain particulars of the facts, evidence and arguments as referred
to in Rule 16(1) and (2), the Office shall call upon the opposing party to submit such particulars within a
period specified by the Office...'

Background

3. By application given the filing date of 20 November 1997, the applicant requested the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office') to register the word mark
BIOMATE.

4. The goods in respect of which the registration was sought fall within Class 1 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description:

- Class 1: Chemical products for use as microbiocides in industrial water and process systems'.

5. The application was published in Community Trade Marks Bulletin No 72/98 of 21 September 1998.

6. By letter dated 21 December 1998, received by the Office on 22 December 1998, Atofina Chemicals Inc.,
the intervener, filed a notice of opposition against the registration applied for. The opposition was based on
the figurative mark reproduced below:

>image>0

7. This figurative mark has been the subject-matter of the following registrations:

- registration in the Benelux under No 39765, bearing a filing date of 28 June 1971, for goods falling within
Classes 1 and 5 of the Nice Agreement, namely:

- Class 1: Chemical products for industrial, scientific, agricultural, horticultural and forestry purposes (except
fungicides, herbicides and preparations for destroying vermin), in particular for destroying macro and
micro-organisms';
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- Class 5: Fungicides, herbicides and preparations for destroying vermin';

- registration in France (renewal No 1665517), bearing a filing date of 23 January 1980, for goods falling
within Class 1 of the Nice Agreement, namely:

- Class 1: Chemical products, chemical compositions for use as biocides';

- international registration R 325543, with a registration date of 8 November 1966, originating in the Benelux
and with effect in Austria, France, Italy and Portugal, for goods falling within Classes 1 and 5 of the Nice
Agreement, namely:

- Class 1: Chemical products for use in industry, science, agriculture, horticulture and forestry';

- Class 5: Chemical products, in particular those for destroying macro and micro-organisms'.

8. The opposition was also based on the word mark BIOMET registered in Italy (renewal No 400859) with a
filing date of 30 May 1962, for goods falling within Class 5 of the Nice Agreement, namely:

- Class 5: Chemical products and compositions for use as germicides'.

9. Finally, the opposition was based on the sign BIOMET' which is unregistered but used in the Benelux,
France, Italy, Austria and Portugal.

10. The opposition was directed against all the goods covered by the application and was based on all the
goods for which the earlier marks were registered.

11. As regards the earlier registered marks, the opposition was based on Article 8(1)(a) and (b) and (5) of
Regulation No 40/94. In the case of the unregistered sign, the opposition was based on Article 8(4) thereof.

12. Copies of the registration certificates for the earlier marks were attached to the notice of opposition.

13. On 7 April 1999, the Opposition Division sent to the intervener a fax worded as follows:

Notification of deficiencies in the notice of opposition (Rule 15 and 18(2) of the Implementing Regulation)

...

The examination of the notice of opposition has shown that the indication of the goods and services has not
been provided in the language of the opposition proceedings (English).

This deficiency must be remedied within a non extendible period of two months from receipt of this
notification, that is on or before 07/06/1999.

The notice of opposition will otherwise be rejected on grounds of inadmissibility.'

14. By fax of 28 May 1999, the intervener provided a translation of the lists of goods covered by the earlier
marks. The fax also stated:

If further information is required, please let us know.'

15. On 29 June 1999 the Opposition Division sent a further fax to the intervener, worded as follows:

Communication to the opposing party of the date of commencement of the adversarial part of the opposition
proceedings and of final date for submitting facts, evidence and arguments in support of the opposition (Rules
19(1), 16(3), 17(2) and 20(2) of the Implementing Regulation).

...

Your opposition has been communicated to the applicant.
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...

The adversarial part of the proceedings will commence on 30/08/1999.

A final period of four months from receipt of this notification, that is until 29/10/1999, is allowed for you to
furnish any further facts, evidence or arguments which you may feel necessary to substantiate your
opposition...

Please note that documents must be in the language of the proceedings or accompanied by a translation.'

16. The period of four months was extended until 23 March 2000. One day before the expiry of that period
the intervener requested a further extension. Taking the view that the reasons put forward in support of that
request were insufficient, the Office did not grant it. However, since the request was made one day before
expiry of the period the Office granted the intervener one additional day to file evidence substantiating the
opposition. In the period granted the intervener provided further evidence, that is to say a statutory
declaration, some brochures and a label.

17. By decision of 7 September 2000, the Opposition Division held, with regard to the earlier unregistered
sign, that the opposition was inadmissible and, as to the remainder, that the opposition failed under the terms
of Article 8(1)(a) and (b) and (5) of Regulation No 40/94 on the ground in particular that, no translation of
the registration certificates for the earlier marks having been filed within the time-limit laid down, the
opposing party had not adduced proof of the validity and legal status of the earlier registrations on which the
opposition was based.

18. On those grounds the Opposition Division rejected the opposition in its entirety and ordered the intervener
to bear the costs.

19. On 13 October 2000 the intervener filed a notice of appeal against the Opposition Division's decision.

20. By decision of 17 January 2002 (the contested decision'), which the applicant states was communicated to
it by registered letter received on 8 February 2002, the Board of Appeal:

- dismissed the appeal in so far as it concerned the inadmissibility of the opposition in relation to the earlier
non-registered sign;

- annulled the Opposition Division's decision as to the remainder;

- remitted the case to the Opposition Division for further prosecution;

- ordered that each party bear the costs which it had incurred in connection with the appeal.

21. The Board of Appeal partially annulled the Opposition Division's decision on the basis that, by sending to
the opposing party the faxes cited in paragraphs 13 and 15 above, the Opposition Division had created a
legitimate expectation on the part of the opposing party that the copies of the registration certificates attached
to the notice of opposition were not tainted by any formal deficiency.

Procedure

22. By application lodged at the Registry of the Court of First Instance on 5 April 2002 the applicant brought
the present action, in English.

23. Since the other parties did not object to English being the language of the case before the Court, the latter
designated English as the language of the present proceedings.

24. On 23 July 2002 the Office lodged its response. On 26 July 2002 the intervener filed its response.
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25. On 17 October 2002, the applicant submitted a pleading in reliance upon Article 135(3) of the Rules of
Procedure of the Court of First Instance. Since the applicant had not filed an application to lodge a reply and
the responses of the intervener and the Office did not contain new pleas, or forms of order justifying the
submission of a pleading pursuant to that provision, the Court decided not to add the pleading to the file.

Forms of order sought

26. The applicant claims that the Court should:

- annul the contested decision in so far as it:

(i) annuls the decision of the Opposition Division of 7 September 2000;

(ii) remits the case to the Opposition Division for further prosecution;

(iii) orders each party to bear the costs which they have incurred in connection with the proceedings before the
Board of Appeal;

- order the Office to pay the costs, including those incurred by the applicant in connection with the
proceedings before the Board of Appeal.

27. The Office contends that the Court should:

- grant the applicant's claim for annulment of the contested decision;

- order each party to bear its own costs.

28. The intervener contends that the Court should:

- dismiss the action;

- annul the Opposition Division's decision, in so far as it held that the opposition based upon the earlier trade
mark registrations was not well founded;

- annul the Opposition Division's decision as to costs;

- remit the case to the Opposition Division for further prosecution;

- order the applicant to pay the costs incurred by the intervener in connection with the present proceedings.

Matters relating to the forms of order sought

The effect of the form of order sought by the Office

29. At the hearing the Office explained, first, that by its first head of claim it was seeking no more than what
the applicant was claiming. Consequently, the Office's first head of claim should be understood as intended to
support the applicant's first head of claim.

30. Secondly, the Office stated at the hearing by way of clarification that it was requesting in the alternative
that the Court deliver such judgment as appeared to it to be appropriate in the light of the forms of order
sought by the other parties and their arguments. Thus, the Office apparently proposes to leave the decision to
the discretion of the Court.

31. The intervener has contended, including at the hearing, that since the Board of Appeal as such is not
represented before the Court, it falls to the Office to represent it before the Court.

32. In that regard, it should be noted first of all that the Office was established by Regulation No 40/94 for
the purpose in particular of the administration of Community trade mark law and that it is supposed to
perform each of its various functions pursuant to that regulation in the general interest of this task.
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33. Also, while the Boards of Appeal form an integral part of the Office (Case T110/01 Vedial v OHIM -
France Distribution (HUBERT) [2002] ECR II5275, paragraph 19) and there is continuity in terms of their
functions between the Board of Appeal, the examiner and/or the competent division (Case T-163/98 Procter
&amp; Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, paragraph 38), Boards of Appeal and their
members have functional independence in carrying out their tasks. The Office cannot therefore give them
instructions.

34. In those circumstances, it must be recognised that, while the Office does not have the requisite capacity to
bring an action against a decision of a Board of Appeal, conversely it cannot be required to defend
systematically every contested decision of a Board of Appeal or automatically to claim that every action
challenging such a decision should be dismissed.

35. While the Office is admittedly designated in Article 133(2) of the Rules of Procedure as the defendant
before the Court of First Instance, that designation cannot alter the consequences flowing from the broad logic
of Regulation No 40/94 as regards Boards of Appeal. At the very most it enables the matter of costs to be
settled, should the contested decision be annulled or altered, irrespective of the position adopted by the Office
before the Court.

36. Accordingly, there is nothing to prevent the Office from endorsing a head of claim of the applicant's or
from simply leaving the decision to the discretion of the Court, while putting forward all the arguments that it
considers appropriate, in performance of its task referred to in paragraph 32 above, for giving guidance to the
Court.

37. Also, while a new claim put forward only at the hearing is necessarily out of time and therefore
inadmissible, the subsidiary clarification provided in the present case at the hearing cannot be considered a
claim in the strict sense and its admissibility does not therefore have to be assessed.

The effect of the forms of order sought by the intervener

38. At the hearing, the intervener explained that it had set out its second, third and fourth heads of claim
solely in order to avoid any ambiguity and that, in actual fact, since they follow automatically from its first
head of claim, it was requesting from the Court no more than what it requests by its first and fifth heads of
claim. Consequently, the forms of order sought by the intervener should be understood as seeking dismissal of
the action and an order that the applicant pay the costs incurred by the intervener in connection with the
present proceedings.

Substance

Arguments of the parties

39. In support of its action, the applicant relies on a single plea in law, concerning infringement of Rule 17(2)
of the Implementing Regulation.

40. It argues that the Board of Appeal agreed with the Opposition Division's finding that the registration
certificates were not filed in the language of the opposition proceedings and a translation of those certificates
was not filed in good time. Since there was no evidence of the validity and legal status of the earlier marks,
the opposition based on them had to be rejected on the merits.

41. It further contends that the Board of Appeal erroneously decided, relying upon the Opposition Division's
faxes of 7 April 1999 and 29 June 1999, that the Opposition Division had frustrated the applicant's legitimate
expectation.

42. The applicant argues that, as the fax of 7 April 1999 explicitly refers to Rules 15 and 18(2) of the
Implementing Regulation and to the possibility of rejecting the notice of opposition on grounds of
inadmissibility, and given that the notice of opposition did not meet the requirements of Rule 15(2)(b)(vii) of
the Implementing Regulation, that fax could only be interpreted as relating
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to inadmissibility of the notice of opposition, and not to the evidence to be provided in support of the
opposition for which, according to the applicant, there are no grounds of inadmissibility. By fax of 28 May
1999 the intervener remedied the defect in the notice of opposition referred to by the Opposition Division.

43. Unlike the case of rejecting the notice of opposition on grounds of inadmissibility, the Opposition Division
was not obliged to inform the opposing party of any failure to provide a translation covered by Rule 17(2) of
the Implementing Regulation.

44. It is the opposing party's responsibility to file any evidence in support of the opposition that it deems
necessary. In the present case, the intervener could not remedy defects in that respect by simply requesting the
Opposition Division, in vague terms, to let it know if it required further information, in the way that it did in
its fax of 28 May 1999, especially since that fax was sent in reply to the fax of 7 April 1999 regarding
admissibility of the notice of opposition. To accept the contrary argument would impose an obligation on the
Opposition Division to assist the opposing party.

45. As to the fax of 29 June 1999, its only purpose was to enable the intervener under Article 42(3) of
Regulation No 40/94 and Rule 16(3) of the Implementing Regulation to provide, if it considered it necessary,
further evidence to substantiate its opposition.

46. Neither the fax of 7 April 1999 nor that of 29 June 1999, taken separately or together, could give rise to
any legitimate expectation on the part of the intervener as to the language requirements in Rule 17(2) of the
Implementing Regulation. On the contrary, the fax of 29 June 1999 drew its attention to those requirements.

47. The Office submits that the Board of Appeal rightly held that Rule 17(2) of the Implementing Regulation
had not been complied with in the present case. In Case T-232/00 Chef Revival USA v OHIM - Massagué
Marin (Chef ) [2002] ECR II2749, at paragraph 42, the Court of First Instance confirmed the distinction
between, first, the obligation under Rule 15(2)(b)(vii) of the Implementing Regulation to indicate the goods
covered by the earlier trade mark and, second, the presentation of particulars of the facts, evidence and
arguments, as referred to by Article 42(3) of Regulation No 40/94 and by Rules 16(1) and (2) and 20(2) of
the Implementing Regulation. Under Rule 18(2) of the Implementing Regulation, failure to comply with the
former obligation results in inadmissibility of the notice of opposition, whereas failure to present the
particulars leads to their not being taken into account in the consideration of the merits of the opposition.

48. Since Rule 17(2) of the Implementing Regulation requires the opposing party to provide a translation in
the language of the proceedings of the evidence filed in support of the opposition, failure to produce such a
translation amounts to failure to submit the evidence. In those circumstances, the Opposition Division cannot
but reject the opposition in question.

49. The Office considers, on the other hand, that the Board of Appeal wrongly held that the intervener's
legitimate expectation had been frustrated.

50. First, the intervener could not legitimately ignore the relevant provisions, which are clear and have
remained unchanged since their adoption.

51. Second, neither in its fax of 7 April 1999 nor in that of 29 June 1999 did the Opposition Division give
the intervener specific assurances, explicitly or implicitly, that the evidence provided complied with the
language requirements.

52. Third, the very nature of notifications such as the fax of 29 June 1999 prevents them from being precise
or specific. It follows from Article 42(3) of Regulation No 40/94 and Rules 16(3) and 20(2) of the
Implementing Regulation that the role of the Office consists in inviting the
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opposing party, in general terms, to submit facts, evidence and arguments, and not in pointing out particular
irregularities. The pointing out of such irregularities would require the Office to examine the substance of each
case before the facts, evidence and arguments are submitted, a situation that the legislature did not
contemplate and which is excluded by the inter partes nature of opposition proceedings. In addition, it follows
from Article 74 of Regulation No 40/94 and Rule 16(3) of the Implementing Regulation that once the notice
of opposition has been deemed admissible, the parties are free as to the manner in which they present their
case. Finally, it follows from Article 74(1) of Regulation No 40/94 that the Office is not allowed to assist the
opposing party in determining what facts, evidence or arguments to submit. Those principles apply by analogy
to the language requirements.

53. Referring to several decisions of the Boards of Appeal, the Office observes that there is no consensus on
the issue whether the standard wording, used in the fax of 29 June 1999, is sufficiently clear. Nevertheless,
the answer to that question must be affirmative.

54. The intervener argues that once each party knows unambiguously the essential facts, evidence and
arguments upon which the other party intends to rely, the opposition must be considered to be sufficiently
pleaded.

55. In the present case, the notice of opposition stated that a copy of the registration certificates was attached
to the opposition form and that the opposition was based on all the goods for which the earlier marks had
been registered. The natural meaning of the fax of 7 April 1999 was that the specification of goods in those
certificates formed part of the notice of opposition and had to be translated into the language of the opposition
proceedings. That translation was provided on 28 May 1999. Thus, the essential information for determining
the substantive merits of the opposition was either in the notice of opposition directly or included by reference
to the translation of the goods in question supplied in the fax of 28 May 1999.

56. The intervener observes that it is unnecessary to translate all the information contained in a registration
certificate, because some such information is irrelevant or is untranslatable, for example names and numbers,
nor is it necessary to translate information, such as a priority date, where no reliance is placed on it. The
intervener added at the hearing that where just a small part of a long document was relied upon, it appeared
to it to be disproportionate and unreasonable to have to translate the entire document.

57. Referring to Rule 16(1) and (2) of the Implementing Regulation, the intervener adds that there is no
mandatory requirement to provide a full translation of the registration certificates for the earlier trade marks.

58. At the hearing it also submitted that evidence of the validity, and the legal status, of the mark upon which
the opposition is based did not stem from the translation of the registration certificates but from the
registration certificates themselves.

59. The intervener further contends that the natural meaning of the fax of 29 June 1999 was that the
deficiency noted in the fax of 7 April 1999 had been corrected and that the notice of opposition would
therefore not be rejected on the grounds of inadmissibility. The observation in the fax of 29 June 1999
concerning the language of the proceedings refers to further facts, evidence or arguments, and not to those
already filed. If the Opposition Division took the view that the deficiency had not been remedied, the logical
consequence was to reject the notice of opposition as inadmissible, which it did not do.

60. The intervener supports the reasoning of the Board of Appeal that it had a legitimate expectation, based
on the indications which it had received from the Opposition Division, that it had complied with the necessary
requirements for the opposition to be well founded.
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61. Finally, it cites five decisions of the Boards of Appeal in which it was held that there was no need to
translate all the information in the registration certificates concerned, and in two of those decisions it was
found that the opposing party had a legitimate expectation induced by the conduct of the Opposition Division
that it had fulfilled the requirements in that regard.

Findings of the Court

62. In its arguments in support of its single plea in law, the applicant distinguishes the question of the
language requirements of the opposition procedure, in particular that of breach of Rule 17(2) of the
Implementing Regulation, from the question of whether the Opposition Division frustrated the intervener's
legitimate expectation. The same distinction is adopted by the Office and the intervener. The distinction should
be adopted when examining the single plea.

The language requirements of the opposition procedure

63. As regards the language requirements relating to the earlier trade marks on which the opposition is based,
the Board of Appeal held in paragraph 23 of the contested decision that the opponent [the intervener before
the Court] should therefore reproduce, in the procedural language, the exact data which appears on the
register'. It added that in this instance there could be no doubt that the opponent had not submitted
comprehensive translations of the documents issued or published by the competent authorities. This last
finding is not contested by any of the parties.

64. In the present case it is common ground that the notice of opposition stated that a copy of the registration
certificates was attached to the opposition form, that the opposition was based on all the goods for which the
earlier marks had been registered, but that the lists of those goods were not accompanied by a translation into
the language of the opposition proceedings.

65. Accordingly, the notice of opposition did not comply with the language requirement resulting from Rules
15(2)(b)(vii) and 17(1) of the Implementing Regulation as the notice of opposition did not contain a
translation, into the language of the proceedings, of the lists of goods and services for which the earlier marks
were registered. This situation is not included among the cases referred to in Rule 18(1) of the Implementing
Regulation, but comes under Rule 18(2) which concerns cases where the notice of opposition does not comply
with provisions of Regulation No 40/94 or of the Implementing Regulation other than those referred to by
Rule 18(1), those other provisions being, in the present case, Rules 15(2)(b)(vii) and 17(1) of the
Implementing Regulation.

66. Consequently, by calling upon the intervener by fax of 7 April 1999 to provide a translation, into the
language of the proceedings, of the lists of goods and services for which the earlier marks were registered, the
Opposition Division acted in conformity with Rules 15(2)(b)(vii), 17(1) and 18(2) of the Implementing
Regulation. The heading of that fax indeed refers to Rule 15 and 18(2) of the Implementing Regulation'.

67. It is also common ground that on 28 May 1999 the intervener provided a translation, into the language of
the proceedings, of the lists of goods and services for which the earlier marks were registered. Thus, the
notice of opposition became consistent with the other provisions of... Regulation [No 40/94] or of [the
Implementing Regulation]', as referred to by Rule 18(2) of the Implementing Regulation.

68. By fax of 29 June 1999 the Opposition Division then allowed the intervener a period for the submission
of further facts, evidence or arguments that it might consider necessary to support the opposition, while
indicating that documents had to be drafted in the language of the proceedings or accompanied by a
translation.

69. This fax is consistent with Article 42 of Regulation No 40/94 and Rules 16(2) and (3) and 17(2) of the
Implementing Regulation inasmuch as those provisions lay down that the facts, evidence
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or arguments to be submitted in support of the opposition may be submitted within a period fixed by the
Office. The heading of that fax indeed refers to Rules 19(1), 16(3), 17(2) and 20(2) of the Implementing
Regulation.

70. It is also true that the Opposition Division did not inform the opposing party that a translation of the
registration certificates, as envisaged by Rule 17(2) of the Implementing Regulation, was lacking. However, as
is apparent from Chef , cited above, at paragraphs 52 and 53, the legal requirements concerning the evidence
and its translation into the language of the opposition proceedings are substantive conditions of the opposition
and, consequently, the Opposition Division was not obliged to point out to the intervener the deficiency
constituted by its failure to produce a translation of the registration certificates for the earlier marks. It is to
be remembered that the absence of a translation of the lists of goods and services covered by the registered
marks is contrary to Rules 15(2)(b)(vii) and 17(1) of the Implementing Regulation and therefore comes under
Rule 18(2) of the Implementing Regulation. By contrast, the absence of a translation of the registration
certificates for the earlier marks is not contrary to any provision of Regulation No 40/94 or the Implementing
Regulation that is covered by Rule 18(2) of the Implementing Regulation.

71. It is necessary to examine in light of the foregoing the arguments put forward by the intervener, set out
above at paragraph 54 et seq.

72. It is to be noted at the outset that, as is apparent from the case-law, the rule that evidence filed in support
of the opposition must be submitted in the language of the opposition proceedings or be accompanied by a
translation into that language is justified by the necessity to observe the audi alteram partem rule and to
ensure equality of arms between the parties in inter partes proceedings. While it is true that, as the intervener
submits, the opposing party is not in any way obliged to provide a full translation of the registration
certificates for the earlier trade marks, that does not mean that the Opposition Division is obliged to take into
account, when considering the substance of the opposition, registration certificates provided in a language
other than that of the opposition proceedings. In the absence of a translation of the registration certificates into
the language of the proceedings, the Opposition Division may lawfully reject the opposition as unfounded
unless, in accordance with Rule 20(3) of the Implementing Regulation, it can give a ruling on the opposition
on the basis of evidence which it may already have before it (Chef , paragraphs 42, 44, 60 and 61). This last
exception has not been pleaded in the present case.

73. As regards the argument that the evidence concerning the trade marks upon which the opposition is based
stems not from the translation of the registration certificates but from the very certificates, it should be
observed that, while the evidence does stem from the registration certificates and not from a translation of
them, the fact remains that if that evidence is to be taken into account it must comply with the language
requirements laid down by Rule 17(2) of the Implementing Regulation.

74. As regards the need, which the intervener disputes, to translate documents in their entirety, the question
whether certain parts of documents may be considered irrelevant for the opposition at issue and therefore not
be translated is a matter for the discretion of the opposing party; however, only the parts actually translated
into the language of the proceedings are to be taken into consideration by the Opposition Division.
Furthermore, in the present case it is apparent from the casefile that the length of the documents provided in
Dutch, Italian and French is not such, in particular compared with the translated list of goods, that the
obligation to provide a translation thereof may be regarded as disproportionate and unreasonable.

75. As to the argument derived by the intervener from decisions of the Office's Boards of Appeal, it need
merely be pointed out that decisions concerning registration of a sign as a Community trade mark which the
Boards of Appeal are called on to take under Regulation No 40/94 are adopted in the exercise of
circumscribed powers and are not a matter of discretion. Accordingly, the legality
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of the decisions of Boards of Appeal must be assessed solely on the basis of that regulation, as interpreted by
the Community judicature, and not on the basis of a previous decision-making practice of those boards (see,
inter alia, Joined Cases T79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002] ECR II4881,
paragraph 32).

76. So far as concerns, finally, the intervener's argument that if the Opposition Division took the view that the
deficiency noted in the fax of 7 April 1999, namely the absence of a translation of the lists of the goods
covered by the registrations, had not been corrected, the logical consequence was to reject the notice of
opposition as inadmissible, which it did not do, suffice it to state that the present dispute relates not to the
absence of a translation of the lists of goods and services covered by the earlier marks but to the absence of a
translation of the registration certificates for those earlier marks.

77. None of the intervener's arguments can therefore be upheld.

78. It follows from the foregoing that the finding of the Board of Appeal referred to in paragraph 63 above,
that the intervener should have reproduced, in the procedural language, the exact data which appear on the
register, is not vitiated by an error of law.

The intervener's legitimate expectation

79. At paragraph 24 of the contested decision, the Board of Appeal concluded:

the Opposition Division, in sending its aforementioned notifications to the opponent, created a legitimate
expectation on the part of the opponent that the copies of registration certificates attached to the notice of
opposition were not tainted by any formal deficiency. The opponent was therefore entitled to assume that,
having provided the necessary translation of the goods in question, it had complied with the formal
requirements laid down in the Regulation'.

80. According to well-established case-law, the right to rely on the principle of the protection of legitimate
expectations, which is one of the fundamental principles of the Community, extends to any individual in a
situation where the Community authorities, in particular by giving him precise assurances, have caused him to
entertain legitimate expectations (see, in particular, Case T-273/01 Innova Privat-Akademie v Commission
[2003] ECR II1093, paragraph 26, and the case-law cited).

81. It is not apparent from the contested decision or the documents before the Board of Appeal that the
intervener pleaded any breach of the principle of the protection of legitimate expectations before the Board of
Appeal. In order to determine whether the Board of Appeal was right in holding, of its own motion, that the
Opposition Division had caused the intervener to entertain a legitimate expectation, the relevant factors in the
case must be examined.

82. The first factor is constituted by the Opposition Division's fax of 7 April 1999 calling on the intervener to
provide a translation into English of the goods covered by the earlier marks, failing which the notice of
opposition would be rejected as inadmissible. According to the Board of Appeal, the wording of that letter
was misleading inasmuch as it implied that all that was missing was the translation into English of the list of
goods without indicating that it was necessary to provide a full translation of the registration certificates.

83. The second factor is to be found in the sentence of the intervener's fax of 28 May 1999 requesting the
Office to inform the intervener if further information was required. Referring to that sentence, the Board of
Appeal found, at paragraph 21 of the contested decision, that in the absence of a meaningful response from
the Opposition Division the opponent understandably (but erroneously) concluded that all was in order with
the Opposition'.

84. The third factor concerns the sentence contained in the Opposition Division's fax of 29 June 1999
informing the intervener that a final period of... [was] allowed for [it] to furnish any further
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facts, evidence or arguments which [it might] feel necessary to substantiate [its] opposition', read in
conjunction with the Opposition Division's fax of 7 April 1999. According to the Board of Appeal, that
communication did not clear up the misunderstanding created by the two earlier communications.

85. The Court is unable to agree with the Board of Appeal's analysis of those three factors.

86. First of all, the Opposition Division's fax of 7 April 1999 refers expressly to Rules 15 and 18(2) of the
Implementing Regulation and points out solely that the indication of the goods and services had not been
provided in the language of the opposition proceedings. In the absence of specific references to Rules 16 and
17 of the Implementing Regulation in particular, that fax was not capable of providing the basis for a
legitimate expectation on the part of the intervener that it had complied with the requirement prescribed by
Rule 17(2) concerning the filing of evidence in the language of the proceedings. This assessment is borne out
by the fact that the intervener itself did not rely on that fax in order to invoke a legitimate expectation.

87. As to the second factor referred to above, such a communication, emanating from the intervener itself,
cannot be treated as conduct on the part of the Community authorities that is capable of causing the opposing
party to entertain legitimate expectations. A legitimate expectation cannot be founded on unilateral action by
the party who would entertain the expectation. Furthermore, as the Office has correctly pointed out, this
hypothesis would require the Opposition Division to assist the opposing party, an obligation incompatible with
that system.

88. As regards the third factor referred to, namely the sentence in the fax of 29 June 1999 that is cited in
paragraph 84 above, that sentence - having regard in particular to the use of the word further' - read in
conjunction with the fax of 7 April 1999 was likewise not such as to cause the intervener to entertain a
legitimate expectation that the registration certificates submitted complied with the relevant language
requirements. That letter states nothing in this regard. If the letter was not capable of dispelling any
misunderstanding or doubt on the part of the intervener, it was for the latter to make inquiries of the Office
as necessary.

89. Furthermore, the Board of Appeal was wrong in finding, at paragraph 22 of the contested decision, that
the fax of 29 June 1999 informed the intervener that it had a period of four months to submit further facts,
evidence or arguments which it might feel necessary to substantiate its opposition and that the documents' had
to be in the language of the proceedings or accompanied by a translation. That fax in fact states that
documents' must be drafted in the language of the opposition proceedings or accompanied by a translation
(Please note that documents must be in the language of the proceedings or accompanied by a translation').
This indication regarding the language of the proceedings cannot therefore be interpreted as referring solely to
the further facts, evidence or arguments'. On the contrary, it is general and thus also precludes the fax of 29
June 1999 from being interpreted as signifying that the copies of the registration certificates that were attached
to the notice of opposition met the language requirements.

90. Finally, in contending that the natural meaning of the fax of 29 June 1999 was that the deficiency noted
in the fax of 7 April 1999, namely the absence of a translation of the lists of goods covered by the earlier
marks into the language of the proceedings, had been corrected, the intervener itself acknowledges that that
fax cannot be interpreted as signifying that the registration certificates also met the language requirements.

91. The intervener further submits that, in two of the five Board of Appeal decisions which it cites, it was
found that the opposing party had a legitimate expectation induced by the conduct of the Opposition Division
that it had fulfilled the requirements concerning translation of the information contained in the registration
certificates in question.

92. As held above, and regardless of whether or not those decisions are consistent with the case-law
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already cited concerning legitimate expectations, the legality of decisions of the Boards of Appeal cannot be
assessed on the basis of previous Board of Appeal decisions (Kit Pro and Kit Super Pro , cited above,
paragraph 32).

93. Accordingly, it must be concluded that the Board of Appeal erred in law in holding that the Opposition
Division had created a legitimate expectation on the part of the intervener as to the fact that the copies of
registration certificates attached to the notice of opposition were not tainted by any formal deficiency.

94. It follows from all of the foregoing that the single plea for annulment must be upheld. The contested
decision must therefore be annulled to the extent claimed.

DOCNUM 62002A0107

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2004 Page II-01845

DOC 2004/06/30

LODGED 2002/04/05

JURCIT 31994R0040-A08P1LB :
31995R2868-A01R16 :
31995R2868-A01R17 :
31995R2868-A01R18 :

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA X USA

NOTES Idot, Laurence: Suite du contentieux sur la marque communautaire - Le Tribunal
confirme sa jurisprudence sur l'appréciation du risque de confusion et les
conditions d'admission d'une opposition à enregistrement, Europe 2004
Août-Septembre Comm. no 305 p.28-29

PROCEDU Application for annulment - successful
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DATES of document: 30/06/2004
of application: 05/04/2002
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Pedro Díaz, SA v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition procedure - Application for Community word mark CASTILLO - Earlier national figurative
mark EL CASTILLO - Likelihood of confusion - Similar marks already on the relevant market. Case

T-85/02.

DOCNUM 62002A0085

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2003 Page II-04835

DOC 2003/11/04

LODGED 2002/03/22

JURCIT 31994R0040-A08P1LB : N 27 31 - 48
31994R0040-A08P2LAPT2 : N 27
31994R0040-C7 : N 29 43
31989L0104-A04P1LB : N 28 - 30 32 39 42 43
61997J0039 : N 29 32 42 43
61997J0342 : N 28 - 30 39
61999A0001 : N 28 - 30 39
62001A0130 : N 37
62001A0104 : N 40
62001A0237 : N 46

SUB Community trade mark ; Industrial and commercial property

AUTLANG Spanish

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Spain

PROCEDU Application for annulment - unfounded

DATES of document: 04/11/2003
of application: 22/03/2002
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)September 2003. Classen Holding KG
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Admissibility of appeal before the Board of Appeal - Formal requirements - Filing of a

written statement setting out the grounds of appeal - Time-limit for applying for restitutio in integrum -
Articles 59 and 78 of Regulation No 40/94. Case T-71/02.

In Case T-71/02,

Classen Holding KG, established in Essen (Germany), represented by S. von Petersdorff-Campen, lawyer, with
an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen, acting as Agent,

defendant,

the intervener before the Court of First Instance being

International Paper Co., established in New York, New York (United States of America), represented by E.
Armijo Chavarri, lawyer,

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 14 December 2001 (Case R 810/1999-2) declaring inadmissible,
following rejection of the application for restitutio in integrum, the appeal brought against the decision of the
Opposition Division in opposition proceedings between Classen Holding KG and International Paper Co.,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on 30 April 2003,

gives the following

Judgment

Costs

57 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been asked for in the successful parties' pleadings. Since the
applicant has been unsuccessful and OHIM and the intervener have asked for costs, it must be ordered to pay
their costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:
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1. Dismisses the application;

2. Orders the applicant to pay the costs.

Legal background

1 Article 59 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides as follows:

`Time-limit and form of appeal

Notice of appeal must be filed in writing at the Office within two months after the date of notification of the
decision appealed from. The notice shall be deemed to have been filed only when the fee for appeal has been
paid. Within four months after the date of notification of the decision, a written statement setting out the
grounds of appeal must be filed.'

2 Article 78(1) to (3) of Regulation No 40/94 provides:

`Restitutio in integrum

1. The applicant for or proprietor of a Community trade mark or any other party to proceedings before the
Office who, in spite of all due care required by the circumstances having been taken, was unable to observe a
time-limit vis-à-vis the Office shall, upon application, have his rights re-established if the non-observance in
question has the direct consequence, by virtue of the provisions of this Regulation, of causing the loss of any
right or means of redress.

2. The application must be filed in writing within two months from the removal of the cause of
non-compliance with the time limit. The omitted act must be completed within this period....

3. The application must state the grounds on which it is based and must set out the facts on which it relies.
It shall not be deemed to be filed until the fee for re-establishment of rights has been paid.'

3 Rule 49(1) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1) provides:

`Rejection of the appeal as inadmissible

1. If the appeal does not comply with Articles 57, 58 and 59 of the Regulation and Rule 48(1)(c) and (2), the
Board of Appeal shall reject it as inadmissible, unless each deficiency has been remedied before the relevant
time-limit laid down in Article 59 of the Regulation has expired.'

Facts

4 On 1 April 1996 International Paper Co. (hereinafter `the intervener') filed an application for a Community
trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under
Regulation No 40/94.

5 The trade mark in respect of which registration was sought is the word mark BECKETT EXPRESSION.

6 The goods in respect of which registration of the trade mark was sought are in Class 16 of the Nice
Agreement Concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
`Paper, cardboard and goods made from these materials, not included in other classes; printed matter;
bookbinding material; photographs; stationery; adhesives for stationery or household purposes; artists' materials;
paint brushes; typewriters and office requisites (except furniture); instructional and teaching material (except
apparatus); plastic materials for packaging (not included in other classes); playing cards; printers' type; printing
blocks'.
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7 The trade mark application was published in Community Trade Marks Bulletin No 22/97 of 6 October
1997.

8 On 23 December 1997 the applicant, acting under its previous name, `Classen-Papier KG', filed a notice of
opposition under Article 42(1) of Regulation No 40/94. The opposition was based on the registration in
Germany of the word mark Expression for goods in Class 16 of the Nice Agreement corresponding to the
following description: `Paper, millboard, cardboard, articles of paper and millboard'.

9 By decision of 8 October 1999, which was served on the applicant on the same day by fax, the Opposition
Division rejected the opposition on the ground that, by reason of the difference between the signs, the identity
of the goods was not sufficient to demonstrate a likelihood of confusion between them, for the purposes of
Article 8(1)(b) of Regulation No 40/94, in the relevant territory of the Community, namely Germany.

10 On 30 November 1999 the applicant filed a notice of appeal under Article 59 of Regulation No 40/94
seeking the annulment of the decision of the Opposition Division. A written statement setting out the grounds
of appeal was filed on 10 February 2000.

11 By electronic mail of 26 April 2000, the Registry of the Boards of Appeal at OHIM informed the
applicant that, under the provisions of Article 59 of Regulation No 40/94, the written statement setting out the
grounds of appeal should have been filed within four months of the date of notification to the opponent of the
decision of the Opposition Division, that is to say, by 8 February 2000. It added that the written statement
setting out the grounds of appeal had been filed on 10 February 2000, and that therefore `the appeal [was]
likely to be deemed inadmissible'. The applicant was invited to file any comments it might have on that
point, together with supporting evidence, by not later than 26 June 2000.

12 By letter of 29 May 2000, received at OHIM on 30 May 2000, the applicant filed an application for
restitutio in integrum under Article 78 of Regulation No 40/94. The applicant submitted therein that the reason
why the time-limit prescribed for the filing of the written statement setting out the grounds of appeal had not
been observed was that its representative had been ill. An affidavit to that effect was supplied.

13 By decision of 14 December 2001 (hereinafter `the contested decision'), the Second Board of Appeal of
OHIM declared the appeal inadmissible and rejected the application for restitutio in integrum. Paragraph 16 of
the contested decision reads as follows:

`In the present case the "cause of non-compliance", within the meaning of Article 78(2), is stated to be the
illness of the opponent's representative. That cause was removed when the opponent's representative returned
to work on 10 February 2000 and signed the statement of grounds. The application for restitutio in integrum
thus had to be filed within two months from that date, i.e. by 10 April 2000. Since the application was not
filed until 30 May 2000, it must be rejected, without its being necessary to rule on the sufficiency of the
alleged cause of non-compliance.'

Procedure and forms of order sought

14 By an application drawn up in English and lodged at the Registry of the Court on 14 March 2002, the
applicant brought this action.

15 The intervener did not object, within the time-limit set for that purpose by the Registry of the Court, to
English becoming the language of the case.

16 OHIM lodged its response at the Registry of the Court on 18 July 2002. The intervener lodged its
response at the Registry of the Court on 24 July 2002.
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17 On the basis of the Report of the Judge-Rapporteur, the Court (Fourth Chamber) decided to open the oral
procedure.

18 The applicant and the intervener informed the Court respectively on 25 and 28 April 2003 that they would
not appear at the hearing.

19 OHIM presented oral argument and replied to the oral questions put by the Court at the hearing on 30
April 2003.

20 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

21 OHIM contends that the Court should:

dismiss the action;

- order the applicant to pay the costs.

22 The intervener contends that the Court of First Instance should:

- dismiss the action;

- order the applicant to pay the costs.

Law

First plea: infringement of Article 78 of Regulation No 40/94

Arguments of the parties

23 The applicant maintains that its non-observance of the time-limit laid down in Article 59 of Regulation No
40/94 for filing the written statement setting out the grounds of appeal was due to a heavy workload and to
the simultaneous absence of the director in charge of the matter. On 3 February 2000 a first draft statement
was dictated by one of the patent attorneys, Mr D. That draft was typed the following day and put in the
outgoing post by Mr D.'s secretary, Ms S., together with all correspondence to be posted on Monday 7
February 2000.

24 The applicant adds that Ms S. is the person in charge of this file and responsible for dealing with trade
marks in general, and that she is also responsible for checking and monitoring deadlines. The deadlines are
noted in special books, calendars and computer tables, which are checked continually. The internal time-limit
for completing the statement and posting it to OHIM was 7 February 2000. This had been noted in the special
books and in Ms S.'s diary.

25 However, on that day Mr D. was prevented from coming to the office by illness. As soon as Ms S.
learned that Mr D. would not be able to return to work before 10 February 2000, she checked the outgoing
post in his office but overlooked the statement which was due to be posted on the following day and was
ready for signing. Thus, the statement setting out the grounds of appeal was not signed by any of the
partners and remained in the post folder.

26 On Mr D.'s return, on 10 February 2000, the statement setting out the grounds of appeal was amended
slightly, signed and then faxed to OHIM. However, due to the absence of Mr D. and a heavy workload, the
fact that the time-limit had been missed by two days was not noticed by either Mr D. or Ms S.

27 The applicant submits that it was as a result of the illness of Mr D. and the workload of Mr D. and Ms S.
that the time-limit for filing the statement setting out the grounds of appeal could not be complied with. That
amounts to a cause of non-compliance within the meaning of Article
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78 of Regulation No 40/94. The non-observance can be deemed to have been ended only by OHIM's
notification, which is to say on 26 April 2000. Consequently, the applicant submits that its application for
restitutio in integrum, filed on 30 May 2000, was submitted within the two-month period laid down in Article
78 of Regulation No 40/94.

28 In the alternative, the applicant states that even if the application of 29 May 2000 were to be deemed to
have been lodged after the expiry of the time-limit laid down in Article 78 of Regulation No 40/94, an
application for restitutio in integrum is impliedly incorporated in the statement setting out the grounds of
appeal filed on 10 February 2000.

29 OHIM, on the other hand, supported by the intervener, contends that it is common ground in this case that
the cause of non-compliance coincided with the end of Mr D.'s illness and not, contrary to what the applicant
claims, with the notification by OHIM that it had failed to observe the time-limit for filing the statement
setting out the grounds of appeal.

30 By its letter of 26 April 2000, OHIM merely gave the applicant an opportunity to show that OHIM's
preliminary impression regarding the late submission of the statement setting out the grounds of appeal was in
fact erroneous. OHIM adds that that letter did not, contrary to what the applicant suggests, imply that a new
time-limit for bringing an application for restitutio in integrum began to run from when it was sent. The
letter had no bearing on the time-limit which ran from the removal of the cause of non-compliance in
question.

31 OHIM concludes that the Board of Appeal correctly held that the cause of non-compliance, in this case
absence due to illness, was undoubtedly removed on 10 February 2000, when Mr D. returned to work and
signed the statement setting out the grounds of appeal. OHIM contends that from that moment in time, the
representative should, exercising due diligence and on his own initiative, have filed an application for restitutio
in integrum within two months, that is by 10 April 2000. Since the application was not filed until 30 May
2000, some three-and-a-half months after the `removal of the cause', the Board was right to reject it.

32 OHIM also points out that the time-limits in question are not at its discretion.

33 The intervener also draws attention to the fact that the time-limits granted cannot be interpreted flexibly, to
protect the interests of the other parties.

34 It adds that the requirements of Article 78 of Regulation No 40/94 are not at all fulfilled in this case. The
fact that Mr D. did not notice the delay in filing the statement setting out the grounds of appeal when he
returned to work does not constitute a cause of non-compliance within the meaning of Article 78 of
Regulation No 40/94, but on the contrary shows that the applicant failed to exercise all due care required by
the circumstances.

Findings of the Court

35 It must be recalled that under Article 78(2) of Regulation No 40/94 `[t]he application [for restitutio in
integrum] must be filed in writing within two months from the removal of the cause of non-compliance with
the time-limit' and that `the omitted act must be completed within this period'.

36 However, the applicant essentially maintains that the alleged cause of non-compliance only ended on the
date on which OHIM's letter of 26 April 2000 drawing its attention to the fact that the statement setting out
the grounds of appeal had been filed late was notified. It therefore submits that the two-month period provided
for by Article 78 of Regulation No 40/94 only began to run as from that date.

37 It is therefore necessary to determine at what point in time the alleged cause of non-compliance was
removed.
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38 In that connection, it is common ground that Mr D. returned to work after his illness on 10 February
2000, the date on which the statement setting out the grounds of appeal was signed by him and sent to
OHIM. Thus, even if the circumstances surrounding the late filing of the statement setting out the grounds of
appeal, namely Mr D.'s illness and his and Ms S.'s workload, amount to a cause of non-compliance within the
meaning of Article 78 of Regulation No 40/94, which OHIM does not deny, that cause of non-compliance
was naturally removed as soon as Mr D. returned to work. On 10 February 2000, when Mr D. signed the
statement setting out the grounds of appeal, the cause of non-compliance had ended. Furthermore, it was at
that point in time that he could have discovered that the statement was late.

39 Furthermore, Ms S. should have noticed that it was late at the time when the statement was sent to OHIM.
It is clear from the description of her system for checking time-limits, described at paragraph 24 above and
in the application for restitutio in integrum, that the applicant gave his staff general instructions to monitor
compliance with time-limits. According to the applicant's own submissions, Ms S. was the person in charge
of the file in question and of dealing with trade marks in general, and was also responsible for monitoring
and checking deadlines. According to the applicant, the deadlines are noted in special books, calendars and
computerised tables, which are checked continually. The internal time-limit for settling the statement and
sending it to OHIM would have been 7 February 2000. That would have been noted in the special books as
well as in Ms S.'s diary.

40 Therefore, even if Mr D.'s illness, together with Ms S.'s alleged error, constitute a cause of non-compliance
within the meaning of Article 78 of Regulation No 40/94, it cannot be accepted that the failure to notice that
the deadline for filing the statement setting out the grounds of appeal had not been complied with was purely
the result, as the applicant claims, of an oversight on the part of Ms S. in not noticing the statement in the
outgoing post in Mr D.'s office. The system for checking current deadlines within the applicant's office ought
normally to have led to that error being detected promptly, given that the special books, calendars and
computerised tables are, according to the applicant's own assertions, checked continually (see to that effect
Case T-146/00 Ruf and Stier v OHIM (`DAKOTA' image) [2001] ECR II-1797, paragraphs 56 to 61).

41 Those findings cannot be called in question by the applicant's argument that the period laid down in
Article 78 of Regulation No 40/94 only begins to run when OHIM serves notice that a statement setting out
the grounds of appeal is late. Firstly, it must be observed that that letter forms part of a practice followed by
OHIM which the relevant provisions of Regulation No 40/94 in no way require of it, and cannot in any event
affect the point in time when the period granted for bringing an application for restitutio in integrum begins to
run. Secondly, it must be pointed out that such an interpretation would be manifestly contrary to the wording
of Article 78(2) of Regulation No 40/94. That argument cannot therefore be upheld.

42 Accordingly, the application for restitutio in integrum should have been filed by 10 April 2000. The
Board of Appeal was therefore correct to find that the application for restitutio in integrum had been filed
outside the two-month period provided for in Article 78 of Regulation No 40/94.

43 Nor can the argument put forward by the applicant in the alternative, to the effect that the statement
setting out the grounds of appeal filed on 10 February 2000 impliedly incorporated an application for restitutio
in integrum be upheld.

44 In that connection, it must be observed that there is nothing in the statement of grounds of appeal from
which it may be inferred that an application for restitutio in integrum is being made. In any event, it is clear
from Article 78(1) and (3) of Regulation No 40/94 that an application for restitutio in integrum must be
submitted in an application with a statement of grounds setting out the facts and substantiation relied on in
support thereof. Accordingly, an application for
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restitutio in integrum must be made by a separate act, distinct from the act by which the appeal is brought.

45 Furthermore, under Article 78(3) of Regulation No 40/94, an application for restitutio in integrum is
deemed to be filed only once the fee for re-establishment of rights has been paid. However, as is clear in
this case from the application for restitutio in integrum, the applicant did not pay that fee until 29 May 2000,
when the application was filed. It cannot therefore be considered that the statement setting out the grounds of
appeal impliedly incorporated an application for restitutio in integrum.

46 The first plea in law must therefore be rejected as unfounded.

Second plea in law: infringement of Article 59 of Regulation No 40/94

Arguments of the parties

47 The applicant submits that filing a statement setting out the grounds of appeal is not a precondition for the
admissibility of the appeal. Even if the statement setting out the grounds of appeal is lodged out of time, the
appeal is still admissible. According to the applicant, the Board of Appeal had available to it sufficient facts
for it to rule on the appeal since the appeal was filed and the appeal fee paid within the two-month period
prescribed by Article 59 of Regulation No 40/94.

48 The applicant concludes that OHIM, by dismissing the appeal on the ground that the statement setting out
the grounds of appeal was filed out of time, infringed its right to due process of law and thus its fundamental
rights.

49 OHIM, on the other hand, supported by the intervener on this point, contends that, under Article 59 of
Regulation No 40/94, filing the statement setting out the grounds of appeal is obligatory and if it is not
submitted, the appeal is not admissible under Rule 49(1) of Regulation No 2868/95. The fact that the appeal
was filed and the relevant fee paid within the prescribed period cannot in any event remedy the fact that the
appeal is inadmissible if no statement setting out the grounds of appeal is filed within the prescribed period.
OHIM maintains that Rule 49(1) of Regulation No 2868/95 sets out three separate conditions which must be
satisfied cumulatively within their respective time-limits.

Findings of the Court

50 Under Rule 49 of Regulation No 2868/95, an appeal is only admissible if it complies with the cumulative
conditions set out in Articles 57 to 59 of Regulation No 40/94.

51 The last sentence of Article 59 of Regulation No 40/94 provides: `Within four months after the date of
notification of the decision, a written statement setting out the grounds of appeal must be filed'.

52 It is common ground in this case that the applicant filed an appeal on 30 November 1999 without setting
out the grounds for its appeal and that it also paid the appeal fee. It is also common ground that it did not
file the statement setting out the grounds of appeal until 10 February 2000, even though it had been notified
of the decision of the Opposition Division on 8 October 1999. Furthermore, as is clear from OHIM's file, at
the time of notification of the registration of the appeal, that is to say, 19 December 1999, OHIM drew its
attention to the fact that a statement setting out the grounds of appeal had to be filed within four months of
notification of the decision of the Opposition Division.

53 However, the appeal of 30 November 1999 does not contain a statement of the grounds of appeal. They
were not set out, even briefly, in the body of that document; there was simply a reference to the fact that
they would be sent later. The appeal is merely an OHIM form which simply contains
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the basic details of the applicant and the contested decision. It must also be observed that the form expressly
provides that the statement of the grounds of appeal must be attached or provided later. Since the statement
of the grounds of appeal was sent outside the period provided for in Article 59 of Regulation No 40/94, the
applicant's appeal must be regarded as having been filed without a statement of grounds of appeal, such
statement being a precondition for the appeal's admissibility.

54 Having regard to the wording of Article 59 of Regulation No 40/94, the applicant's argument that the
statement of the grounds of appeal is not a condition of the appeal's admissibility cannot therefore be upheld.

55 The second plea must therefore also be rejected, and the action thus dismissed in its entirety.

The offer to provide a witness

56 In light of all the foregoing considerations, it is not necessary to call Ms S. as a witness, since the Court
has been able to give judgment effectively on the basis of the arguments, pleas in law and submissions made
during the course of the written procedure and in the light of the documents produced.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2004. Interquell GmbH v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Application for Community figurative and word mark HAPPY DOG - Earlier national word mark
HAPPIDOG - Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case T-20/02.

In Case T-20/02,

Interquell GmbH, established in Wehringen (Germany), represented by G. J. Hodapp, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider and U. Pfleghar, acting as Agents,

defendant,

supported by

Provimi Ltd, established in Staffordshire (United Kingdom), represented by M. Kinkeldey, lawyer,

intervener,

the other party to the proceedings before the Board of Appeal of OHIM and before the Court of First Instance
being

SCA Nutrition Ltd, established in Staffordshire, represented by M. Kinkeldey, lawyer,

ACTION brought against the decision of the Second Board of Appeal of OHIM of 27 November 2001 (Case
R 264/2000-2) relating to opposition proceedings between Interquell GmbH and SCA Nutrition Ltd,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Fourth Chamber)

composed of H. Legal, President, V. Tiili and M. Vilaras, Judges,

Registrar: I. Natsinas, Administrator,

having regard to the written procedure and further to the hearing on

17 December 2003,

gives the following

Judgment

Costs

59. Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM and SCA Nutrition have applied for costs, the applicant must be ordered to pay their costs. However,
since Provimi did not apply for costs, it must be ordered to bear its own costs.

On those grounds, (Fourth Chamber)

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:
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1) Dismisses the action;

2) Orders the applicant to bear its own costs and to pay those incurred by the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) and SCA Nutrition Ltd;

Orders Provimi to bear its own costs.

Background to the dispute

1. On 4 July 1996, the applicant filed an application for registration of a Community trade mark with the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2. The mark in respect of which registration was sought is the mixed figurative and word mark shown below:

>image>0

3. The goods and services in respect of which registration of the mark was sought fall within Class 31 of the
Nice Agreement on the International Classification of Goods and Services for the purposes of the Registration
of Trade Marks of 15 June 1957, as revised and amended, and correspond to the following description:
foodstuffs for dogs'.

4. The application for a Community trade mark was published in Community Trade Marks Bulletin No 29/98
of 20 April 1998.

5. On 20 July 1998, SCA Nutrition Ltd gave notice of opposition under Article 42(1) of Regulation No 40/94.
The ground relied on in support of the opposition was, inter alia, the likelihood of confusion, within the
meaning of Article 8(1)(b) of Regulation No 40/94, between the mark sought and the following two earlier
marks:

- the word mark shown below, which is registered in the United Kingdom under No 1 573 085

HAPPIDOG

- the figurative and word mark shown below, which is registered in the United Kingdom under No B 1 128
306

>image>1

6. The goods in respect of which the earlier marks are registered fall within Class 31 of the Nice Agreement
and are likewise described as foodstuffs for dogs.

7. In its decision of 9 February 2000, the Opposition Division of OHIM allowed the opposition and
consequently refused to register the mark sought on account of its similarity to the earlier word mark No 1
573 085 and of the fact that the goods designated by the two marks were identical, which meant that there
was a likelihood of confusion on the part of the public in the United Kingdom where the earlier mark is
protected.

8. On 13 March 2000, the applicant brought before OHIM an appeal against the decision of the Opposition
Division, under Article 59 of Regulation No 40/94.

9. That appeal was dismissed by decision of the Second Board of Appeal of 27 November 2001 (the
contested decision'), which was notified to the applicant on 30 November 2001.

10. The Board of Appeal took the view that the decision of the Opposition Division was well founded. It
found, essentially, that there was a likelihood of confusion on the part of the relevant public in the United
Kingdom on account of the fact that the goods designated by the sign applied for
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and the earlier word mark No 1 573 085 were identical and that there were very strong conceptual and visual
similarities between the two conflicting signs.

Procedure and forms of order sought by the parties

11. By application lodged at the Registry of the Court of First Instance on 30 January 2002, the applicant
brought the present action.

12. In a letter dated 21 June 2002, OHIM stated that the earlier word mark No 1 573 085 had been removed
from the British Register of Trade Marks on account of its having expired and requested that proceedings be
stayed pending a decision of the competent office on SCA Nutrition's application for re-registration. Following
the applicant's objection, the request that proceedings be stayed was rejected.

13. By application lodged at the Registry on 19 August 2002, Provimi Ltd, the company to which the right to
the earlier word mark HAPPIDOG had been transferred on 8 July 2002, applied for leave to intervene in
support of the form of order sought by OHIM. By order of the President of the Fourth Chamber of 16
October 2002, Provimi's application was granted and Provimi was permitted, under Article 116(6) of the Rules
of Procedure of the Court of First Instance, to submit its observations at the hearing.

14. SCA Nutrition and OHIM lodged their replies at the Registry of the Court on 28 and 29 August 2002. In
its reply, SCA Nutrition stated that the earlier word mark No 1 573 085 had been the subject of a new
national registration on 10 June 2002, prior to the transfer of that mark to Provimi on 8 July 2002.

15. By letter of 4 December 2003, SCA Nutrition and Provimi informed the Court that they would not be
present at the hearing fixed for 17 December 2003.

16. The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

17. OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

18. SCA Nutrition submits that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

19. In support of its action, the applicant relies, essentially, on two pleas in law alleging, first, infringement of
Article 8(1)(b) of Regulation No 40/94 and, second, infringement of Article 12 of that regulation.

20. Insofar as it contains a general reference to the arguments set out in the written pleadings submitted
during the administrative procedure, the application does not satisfy the requirements of Article 44(1) of the
Rules of Procedure and, therefore, the reference cannot be taken into account (Case T84/96 Cipeke v
Commission [1997] ECR II2081, paragraph 33).

Infringement of Article 8(1)(b) of Regulation No 40/94
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Arguments of the parties

21. The applicant submits, first of all, that, when used for foodstuffs for dogs, the expression happy dog' is
descriptive in that it designates the quality and intended use of those foodstuffs. That combination expresses in
a manner understandable for the public, particularly in the United Kingdom, that the foodstuffs are composed
in such a healthy and tasty way that, after having eaten them, the dog will be in good health and therefore
happy.

22. That assessment, which was not made by the Board of Appeal, is necessary to determine the scope of
protection of the earlier word mark and to ascertain whether the mark sought interferes with that protection.

23. According to the applicant, the descriptiveness of the expression happy dog' explains why SCA Nutrition
was able to obtain registration of its word mark in the United Kingdom only by modifying one of the
aforementioned terms and by joining them so as to create a grammatically incorrect expression. The protection
of such a mark is limited solely to cases of a likelihood of confusion with identical signs. To accept a
contrary outcome would be to prevent other traders from using in their signs, together with other elements
rendering those signs distinctive, terms which are grammatically correct but descriptive because they are
phonetically similar to a mark which, as in the present case, consists of a grammatically incorrect variation of
those terms.

24. As regards the comparison of the conflicting signs, the applicant argues that those signs are not visually
similar. The Board of Appeal failed to examine the figurative elements of the mark sought, which are the only
elements allowing that mark to be registered. Moreover, the Board also infringed Article 8(1)(b) of Regulation
No 40/94 by finding that, from a typographic point of view, there is a high degree of similarity between the
conflicting signs, even though the lettering in the mark sought is clearly more elaborate.

25. Moreover, the applicant submits that, since the scope of protection of the earlier word mark is very
limited, a finding that there is a likelihood of confusion between the signs in question cannot be based on a
phonetic similarity between them.

26. OHIM points out that the applicant's reasoning consists of removing from each mark in question the
constituent element happy dog' so that there remains, in the case of the mark sought, only a figurative element
and, in the case of the earlier mark, the juxtaposition of the words happy' and dog' using the letter i' instead
of y' in the first of those words. According to OHIM, this reasoning leads the applicant to claim, mistakenly,
that the comparison of the remaining' constituent elements shows that the signs in question are too different
for it to be possible to find that there is a likelihood of confusion.

27. OHIM disputes that line of argument, arguing that it fails to take account of the overall impression given
by each of the marks and is based on the mistaken premiss that the constituent element happy dog' is
descriptive of the goods concerned.

28. First, it can be concluded from an overall assessment of the signs in question that they are identical both
conceptually and aurally, the visual differences alone being insufficient to rule out a likelihood of confusion in
view of the fact that the goods to which the signs relate are identical.

29. Second, a combination of words may be regarded as descriptive only where the target public understands
it, without further reflection, as an indication of the kind, content and intended use of the goods, which is not
the case with respect to the combination happy dog', which, when used in relation to dog food, is at most a
suggestive mark. To speak of a happy' or content' dog has no immediate association with the goods in
question.

30. Having pointed out that the role of the Court is to review the legality of decisions of the
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Boards of Appeal, which may be censured only where they have clearly erred in their legal assessment of the
facts found, SCA Nutrition submits that the Board of Appeal was right to find that there is a likelihood of
confusion in the present case.

31. SCA Nutrition contends that, in arguing that the protection of the mark HAPPIDOG is limited solely to
cases of a likelihood of confusion with identical signs, the applicant misinterprets Article 8(1)(b) of Regulation
No 40/94, which does not draw a distinction between word marks by giving special treatment to marks
composed of known words. Moreover, the combination happy dog' cannot be regarded as descriptive in the
light of the wording of the judgment of the Court of Justice in Case C383/99 P Procter &amp; Gamble v
OHIM [2001] ECR I6251. In addition, the applicant's line of argument concerning the descriptiveness of the
expression happy dog' is inconsistent with its own application for registration of a Community trade mark.

32. SCA Nutrition also argues that, even if the scope of protection of the earlier word mark is very limited,
there is nevertheless a likelihood of confusion between the conflicting signs in the present case. Those signs
are aurally identical and are visually extremely similar. According to SCA Nutrition, the figurative element in
the mark sought, which is a common advertising graphic, has no independent meaning and will therefore be
perceived by consumers as a variation of the earlier mark. Moreover, given that the goods in question are
identical, the conceptual similarity will necessarily give rise to a likelihood of confusion between the
conflicting signs.

Findings of the Court

33. Under Article 8(1)(b) of Regulation No 40/94, which concerns opposition by the proprietor of an earlier
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark'.
Moreover, under Article 8(2)(a)(ii) of Regulation No 40/94, earlier trade mark means a trade mark registered
in a Member State with a date of application for registration which is earlier than that of the Community
trade mark.

34. First of all, the general wording of the aforementioned provision contradicts the applicant's argument that
the protection of certain word marks, such as the earlier mark HAPPIDOG, is limited solely to cases of a
likelihood of confusion with identical marks. It is clear from Article 8(1)(b) of Regulation No 40/94 that all
properly registered marks are protected not only in the case of identity but also in the case of similarity
between the earlier mark and the sign claimed and between the goods or services concerned.

35. Furthermore, the likelihood of confusion on the part of the public, which is a pre-condition for the
application of Article 8(1)(b) and which is defined as the risk that the public might believe that the goods or
services in question come from the same undertaking or, as the case may be, from economically-linked
undertakings (Case C39/97 Canon [1998] ECR I5507, paragraph 29; Case C342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I3819, paragraph 17; and Case T104/01 Oberhauser v OHIM - Petit Liberto (Fifties) [2002] ECR
II4359, paragraph 25), must be assessed globally, taking into account all factors relevant to the circumstances
of the case (Canon , cited above, paragraph 16; Lloyd Schuhfabrik Meyer , cited above, paragraph 18; and
Fifties , cited above, paragraph 26).

36. This global assessment implies some interdependence between the relevant factors and, in particular, a
similarity between the trade marks and between the goods or services concerned. Accordingly, a lesser degree
of similarity between those goods or services may be offset by a greater degree of similarity between the
marks, and vice versa (Canon , paragraph 17, Lloyd Schuhfabrik Meyer
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, paragraph 19, and Fifties , paragraph 27).

37. In addition, the perception of the marks in the minds of consumers of the goods or services in question
plays a decisive role in the global assessment of the likelihood of confusion. In this case, given the nature of
the goods concerned (foodstuffs for dogs), which are everyday consumer items, and the fact that the earlier
word mark is registered and protected in the United Kingdom, the target public by reference to which the
likelihood of confusion must be assessed is composed of average consumers in the United Kingdom. The
average consumer, who is deemed to be reasonably well-informed and reasonably observant and circumspect,
normally perceives a mark as a whole and does not analyse its various details (Case C251/95 SABEL [1997]
ECR I6191, paragraph 23; Lloyd Schuhfabrik Meyer , paragraph 25, and Fifties , paragraph 28). Moreover,
account should be taken of the fact that the average consumer only rarely has the chance to make a direct
comparison between the different marks and must place his trust in the imperfect image of them which he has
retained in his mind (Lloyd Schuhfabrik Meyer , paragraph 26).

38. In the light of those considerations, it is appropriate to compare both the goods concerned and the
conflicting signs.

39. The parties are agreed that the goods designated by the conflicting signs are identical.

40. With respect to the comparison of the signs, as regards their visual, aural or conceptual similarity, it
follows from the case-law that the global assessment of the likelihood of confusion must be based on the
overall impression created by them, account being taken, in particular, of their distinctive and dominant
components (SABEL , cited above, paragraph 23, and Lloyd Schuhfabrik Meyer , paragraph 25).

41. In the contested decision, the Board of Appeal took the view that a detailed assessment was not required
to arrive at the conclusion that purchasers of dog food would confuse the two signs in question since the
conceptual and visual similarities are very strong. It added that the differences between the two signs, when
seen on cans of dog food are barely noticeable, even where the cans are displayed side by side (paragraph 17
of the contested decision).

42. The Court finds that the conflicting signs do have the same conceptual content in that they suggest to the
relevant public that, by eating the goods, dogs will become happy.

43. As regards the visual comparison, the word component happy dog' predominates in the sign claimed. A
comparison of the dominant word component of that sign with the earlier word mark reveals some visual
similarity between them (Fifties , paragraph 37). The juxtaposition of the terms happy' and dog' and the
replacement of the letter y' with the letter i' do not give rise to a difference sufficiently great to cancel out
any similarity, given that the average consumer only rarely has the chance to make a direct comparison
between the different marks and must place his trust in an imperfect image of them. Nevertheless, upon an
overall visual assessment of the conflicting signs, the presence of figurative elements in the mark sought,
albeit minor ones such as the border around and the particular lettering used in the combination happy dog',
prevents a finding of a high degree of visual similarity.

44. Even if it could be found that there is no visual similarity between the conflicting signs, the Board of
Appeal was right to find that there is a likelihood of confusion in the present case. Given that the goods
concerned are identical and that the signs in question are conceptually similar - to which must be added that,
in view of the relevant public, the signs are phonetically identical - visual differences between the signs are
incapable of ruling out a likelihood of confusion on the part of that public (see, to that effect, Fifties ,
paragraph 46).

45. The likelihood of confusion thus found to exist between the conflicting signs cannot be called

© An extract from a JUSTIS database



62002A0020 European Court reports 2004 Page II-01001 7

into question by the applicant's argument that the words happy dog' are descriptive. To the extent that the
applicant intended to rely on the correlation established by the case-law between the degree of distinctiveness
of the earlier mark and the scope of protection enjoyed by it (SABEL , paragraph 24, Canon , paragraph 18,
and Lloyd Schuhfabrik Meyer , paragraph 20) and thus to argue that, in the present case, there is no
likelihood of confusion because the earlier word mark is not highly distinctive, that argument must be held to
be irrelevant.

46. Even if the combination happy dog' could be regarded as descriptive when used in relation to dog food
and, consequently, the earlier word mark were itself to be regarded as being distinctive only to a small degree,
the Court points out that, as the factors relevant to the assessment of the likelihood of confusion are
interdependent, the fact that the goods concerned are identical and that there is a high degree of similarity
between the conflicting signs, as established in the present case, is sufficient for a finding that such a
likelihood exists (see, to that effect, Case T99/01 Mystery Drinks v OHIM - Karlsberg Brauerei (MYSTERY)
[2003] ECR II43, paragraph 36).

47. It follows from these findings that the applicant's first plea must be rejected as unfounded

Failure to apply Article 12 of Regulation No 40/94

Arguments of the parties

48. The applicant states that it follows from Article 12 of Regulation No 40/94 that the rights of the
proprietor of a Community trade mark are limited where, in order to designate his goods, a third party uses
indications concerning, inter alia, the kind, quality or value of those goods. Under that article, the protection
enjoyed by the earlier word mark does not entitle the proprietor to prohibit the use of descriptive terms such
as, in the present case, happy dog'.

49. The applicant claims to have submitted that argument during the proceedings before OHIM but alleges
that OHIM neither considered it nor took account of Article 12 of Regulation No 40/94'. OHIM thus infringed
that regulation by failing to observe the applicable provisions.

50. OHIM contends that Article 12 of Regulation No 40/94 is inapplicable to registration procedures, as the
Court of Justice has already held in connection with the application of the absolute grounds for refusal (Joined
Cases C108/97 and C109/97 Windsurfing Chiemsee [1999] ECR I2779) on the basis of considerations which
are equally valid in the context of opposition proceedings under Article 8(1)(b) of Regulation No 40/94.

51. SCA Nutrition also submits that Article 12 of Regulation No 40/94 is inapplicable to the procedure for
registration of a Community trade mark and that the applicant cannot rely on that article because it clearly
intends to use the sign applied for as an indication of commercial origin or, in other words, as a trade mark,
which is inconsistent with fair use under Article 12 of Regulation No 40/94.

Findings of the Court

52. The applicant submits that, by virtue of Article 12 of Regulation No 40/94, the protection enjoyed by the
earlier word mark does not give rise to a prohibition on the use by competitors of descriptive terms such as
happy dog' to designate their goods.

53. However, an examination of all the written pleadings submitted by the applicant during the administrative
procedure shows that at no time did it expressly refer to Article 12 of Regulation No 40/94 or, a fortiori , put
forward a line of argument based on that specific article of the Regulation.

54. Accordingly, the applicant's complaint that the Board of Appeal failed to rule on the applicability
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of Article 12 of Regulation No 40/94 to the present case is based on an erroneous premiss and must be
rejected.

55. Moreover, even if the argument, set out in the grounds of appeal against the decision of the Opposition
Division, that competitors must be entitled to use freely the descriptive expression happy dog' ought to have
been understood by the Board of Appeal as an implied but necessary reference to Article 12 of Regulation No
40/94, that article is not applicable to the procedure for registration of a Community trade mark.

56. Article 12 of Regulation No 40/94 concerns the limitations on the right conferred by a Community trade
mark on its proprietor with respect to use in the course of trade. Thus, an alleged infringer of the rights of
the proprietor of a Community trade mark composed of terms designating the quality or other characteristics
of the goods concerned may, where appropriate, rely on that article as a defence against any such
infringement proceedings. Account cannot therefore be taken of Article 12 of Regulation No 40/94 during the
procedure for registration of a trade mark because it does not, as the applicant argues, entitle third parties to
use such terms as a trade mark but merely ensures that they may use them in a descriptive manner, that is to
say, as indications concerning the quality or other characteristics of the goods, subject to the condition that
they use them in accordance with honest practices in industrial or commercial matters (see, by analogy,
Windsurfing Chiemsee , cited above, paragraph 28, and Case T295/01 Nordmilch v OHIM (OLDENBURGER)
[2003] ECR II0000, paragraphs 55 to 57).

57. The applicant's second plea must therefore be rejected.

58. It follows from all of the above findings that the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Audi AG v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Regulation (EC) No 40/94 - Absolute grounds for refusal - Descriptive mark - Distinctive character
acquired through use - Word mark TDI - Right to be heard - Scope of the duty to state reasons -

Consequences of a breach of the duty to state reasons. Case T-16/02.

In Case T-16/02,

Audi AG, established in Ingolstadt (Germany), represented by L. von Zumbusch, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and G. Schneider, acting as Agents,

defendant,

ACTION against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 8 November 2001 (Case R 652/2000-1), as rectified by decision of 19
November 2001, on the application for registration of the word mark TDI as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 30 January 2002,

having regard to the response of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) lodged at the Registry of the Court of First Instance on 21 May 2002,

further to the hearing on 13 May 2003,

gives the following

Judgment

Costs

102 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. However, under
the first subparagraph of Article 87(3) of the Rules of Procedure, the Court may order that the costs be shared
where the circumstances are exceptional.

103 In the present case, the applicant has been unsuccessful but the contested decision is unlawful on the
ground of a breach of the duty to state reasons. Therefore, the applicant must be ordered to bear three
quarters of its own costs and pay three quarters of those of the Office and the Office must be ordered to bear
one quarter of its own costs and pay one quarter of those of the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE
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(Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to bear three quarters of its own costs and pay three quarters of those incurred by the
Office for Harmonisation in the Internal Market (Trade Marks and Designs);

3. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to bear one quarter
of its own costs and pay one quarter of those incurred by the applicant.

1 On 7 March 1996, the applicant filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (`the Office') under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The mark in respect of which registration was sought is the word mark TDI.

3 The goods and services in respect of which registration of the mark was sought are in Classes 12 and 37 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those two
classes, to the following description:

- Class 12: `Vehicles and constructive parts thereof';

- Class 37: `Repair and maintenance of vehicles'.

4 By communication of 24 November 1997, the examiner informed the applicant that, under Article 7(1)(b) of
Regulation No 40/94, the trade mark was not registrable.

5 By letter of 12 December 1997, the applicant submitted its observations and claimed, in the alternative, that
the mark applied for had acquired distinctive character as a result of the use which had been made of it. In
addition, it requested that oral proceedings be organised.

6 Following a telephone conversation with the examiner of 16 December 1998, the applicant's representative
submitted, by letter of 22 January 1999, a survey of a representative sample of consumers conducted in
Germany in August 1996, statistics on its exports to various countries, including the Member States other than
Germany, during the period from 1994 to 1997, sales catalogues and press articles on car tests.

7 By decision of 28 April 2000, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that, in relation to the goods and services concerned, the word mark TDI was devoid of any
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94. Moreover, the examiner
took the view that the evidence produced by the applicant was insufficient to show that the mark applied for
had acquired distinctive character as a result of the use made of it.

8 On 16 June 2000, the applicant brought before the Office an appeal under Article 59 of Regulation No
40/94 against the examiner's decision. In the written statement setting out the grounds of appeal, dated 13 July
2000, the applicant submitted, first, that the examiner's decision had been adopted in breach of the right to be
heard. It claimed, in particular, that it had not been given an opportunity to submit its observations on the
examiner's finding that the evidence produced in the course of the proceedings was insufficient to establish
that the mark applied for had acquired distinctive character as a result of the use made of it. Second, the
applicant stated that the examiner's decision was vitiated by an error of assessment since the mark applied for
was not devoid of inherent distinctive character. Third, it submitted, in the alternative, that the mark applied
for had acquired distinctive
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character as a result of the use made of it. It claimed, in particular, that the examiner had misinterpreted the
documents produced during the proceedings before her and that she had failed to state adequate grounds for
her decision. The applicant also put forward arguments intended to show why it was possible to find on the
basis of the evidence contained in those documents that the mark applied for had acquired distinctive character
through use.

9 By decision of 8 November 2001 (`the contested decision'), which was notified to the applicant on 21
November 2001, the First Board of Appeal dismissed the appeal on the ground that the mark applied for fell
within the scope of Article 7(1)(b) and (c) of Regulation No 40/94.

10 The Board of Appeal found, essentially, that, although the examiner's decision was based on Article 7(1)(b)
of Regulation No 40/94, it was clear from the grounds stated by the examiner that it was also intended to be
based on Article 7(1)(c) of that regulation (paragraph 20 of the contested decision). The Board of Appeal
stated, essentially, that the letters `T', `D' and `I' stand for `turbo', `diesel' or `direct' and `injection'. The Board
of Appeal therefore took the view that, despite the two possible meanings of the mark TDI, the average
consumer would, immediately and without further reflection, understand it as standing for `turbo direct
injection' or `turbo diesel injection' and that, therefore, the mark applied for was devoid of distinctive
character. According to the Board of Appeal, the use of descriptive abbreviations is common practice in the
car industry. Accordingly, the Board of Appeal took the view that the undertakings in that sector had a
legitimate interest in being able to use such abbreviations without any restriction (paragraphs 23 to 26 of the
contested decision).

11 With respect to the question whether the mark applied for had become distinctive as a result of the use
made of it, the Board of Appeal found, essentially, as follows:

`The evidence produced by the applicant was insufficient to show that, at the time the application for
registration was lodged, the mark had acquired distinctive character throughout the European Union as a result
of the use made of it. [Moreover,] in view of the unitary character of the Community trade mark, the fact that
the mark is distinctive in Germany is insufficient, particularly as it is not only the German public which is
familiar with the combination of letters "TDI". Nor can it be inferred from any distinctiveness acquired
through use of the mark in Germany that the mark applied for has become distinctive on the entire European
market.... in determining whether a mark has become distinctive as a result of the use which has been made
of it, account must be taken of all the factors from which it may be inferred that the mark has become
capable of being used as an indication of origin [of the goods or services]. Thus, account is to be taken of
factors such as the market share held by the mark, how intensive, geographically widespread and
long-standing use of that mark has been, the amount invested by the undertaking in its promotion, the
proportion of the relevant class of persons who, because of the mark, identify goods or services as originating
from a particular undertaking and statements made by chambers of commerce and industry or other trade and
professional associations. It is also possible to refer to consumer surveys. Whether the conditions for
acceptance of the mark by the relevant trade circles may be regarded as satisfied cannot be shown to exist
solely by reference to general, abstract data such as predetermined percentages. Rather that question must be
determined on the basis of an examination case by case which takes account of all the evidence submitted....
Consequently, neither the examiner nor the Boards of Appeal or any other division of the Office can inform
the applicant in advance of what evidence will be sufficient, in a particular case, to establish that the mark
has become accepted in the relevant trade circles.' (Paragraphs 31 to 33 of the contested decision.)

Procedure and the forms of order sought

12 The applicant claims that the Court should:
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- annul the contested decision;

- order the Office to pay the costs.

13 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

14 The applicant raises five pleas in support of its action. The first, second and third pleas allege,
respectively, infringement of Articles 7(1)(c), 7(1)(b) and 7(3) of Regulation No 40/94. The fourth plea alleges
infringement of the right to be heard, which is laid down in Article 73 of Regulation No 40/94. The fifth plea
alleges a breach of the duty to state reasons.

The first plea: infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

15 The applicant disputes that the letters `T', `D' and `I' have specific meanings as initials. Moreover, it
observes that the contested decision recognises that, as initials, those letters may stand for very different words
and that even the mark TDI as such may have two different meanings. According to the applicant, that
finding is incompatible with the argument that the mark would be understood by the relevant public
immediately and without further reflection.

16 Similarly, the applicant objects to the Office's argument that the relevant public, namely the average
consumer, will, immediately and without further reflection, understand the mark as standing for `turbo direct
injection' or `turbo diesel injection'. It argues that the concepts covered by those terms are technically very
specific. In addition, it claims that `turbo diesel injection' is tautologous given that all diesel engines are
injection engines. At most, the mark TDI could be an abbreviation of `turbo direct injection'. However, the
applicant states that the mark is not used and understood in that way since it relates to a diesel engine which,
in practice, is designated by the term `diesel engine' and not by the term `injection engine'.

17 According to the applicant, the associations which the relevant public may be led to make with the
different letters of which the mark applied for is composed are vague within the meaning of the judgment in
Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259, paragraph 31. It
argues that it follows from paragraphs 39 and 40 of the judgment in Case C-383/99 P Procter &amp; Gamble
v OHIM [2001] ECR I-6251 that the absolute ground for refusal referred to in Article 7(1)(c) of Regulation
No 40/94 is applicable only if the mark TDI, taken as a whole, is directly descriptive. In the applicant's view,
that is not the case. Moreover, the applicant observes that, in Case T-193/99 Wrigley v OHIM
(DOUBLEMINT) [2001] ECR II-417, the Court of First Instance took the view that, as a general rule, it is
sufficient that one of the components of a mark consisting of two words has a double meaning for it to be
excluded that the mark taken as a whole is descriptive. Similarly, it is, the applicant argues, clear from that
judgment that, where a mark consists of several components each of which has several meanings, the various
combinations give rise to multiple meanings of the mark taken as a whole, which rules out the possibility that
that mark may be perceived by the public as a directly descriptive indication.

18 Accordingly, the applicant submits that, since the mark is not descriptive of the goods and services
concerned, there is no longer any requirement that that mark remain available to competitors.

19 Finally, the applicant relies on the fact that the word mark TDI has been registered as a national trade
mark in Germany, the Benelux countries, France and Italy and as an international trade mark. According to
the applicant, those registrations constitute significant evidence that the mark applied
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for is not descriptive since the national bodies responsible for trade marks each have, as far as their respective
area of jurisdiction is concerned, better knowledge than the Office of the terminology usually used in the
various territories and language areas of the Community. In that connection, the applicant refers to both Case
T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433 and point 8.1.4. of the
Office's Examination Guidelines.

20 Referring to paragraph 28 of the judgment in Case T-356/00 DaimlerChrysler v OHIM (CARCARD)
[2002] ECR II-1963, the Office observes that, for the purposes of Article 7(1)(c) of Regulation No 40/94, it
must be examined, on the basis of a given meaning of the word mark in question, whether, from the point of
view of the intended public, there is a sufficiently direct and specific association between the sign and the
categories of goods and services in respect of which registration is sought. In addition, it cites paragraph 30 of
that judgment, in which it was found that, in order for a word mark to fall within the scope of Article 7(1)(c)
of Regulation No 40/94, it is sufficient that at least one of its possible meanings identifies a feature of the
goods or services concerned.

21 The Office takes the view that combinations of letters such as abbreviations, which are not in themselves
intelligible words, may also be descriptive provided that the relevant public associates the combination of
letters with the notion which it represents. It gives the example of the combination of letters `SA', which, in
the minds of the public, represents the notion of `société anonyme' (limited company).

22 According to the Office, the Board of Appeal was right to find that the majority of the relevant public
understands the abbreviation TDI as meaning `turbo diesel injection' and that it is therefore descriptive. The
fact that, according to the applicant, that abbreviation is meaningless from a technical point of view and that
consumers therefore have a false idea of its descriptive content has no bearing on that finding since the
descriptiveness of a mark must be assessed from the point of view of the relevant public - in the present case,
current and potential buyers of motor cars - and not that of the manufacturer. Similarly, the Office argues that
the fact that the sign TDI describes a type of engine and not an entire vehicle is irrelevant as regards the
lawfulness of the contested decision since a mark is also descriptive where it describes an essential component
of the product.

23 Relying on paragraph 41 of Case T-88/00 Mag Instrument v OHIM (Torch shape) [2002] ECR II-467, the
Office points out that the previous national registrations relied on by the applicant do not bind the Office and
cannot be used as evidence. It observes further that registration of the mark TDI was met with criticism in
Germany and has been challenged in legal writing.

Findings of the Court

24 First of all, the Board of Appeal was right to find that, although the examiner's decision refers expressly
only to Article 7(1)(b) of Regulation No 40/94, it is clear from the grounds for that decision that it was
likewise based on Article 7(1)(c) of that regulation (paragraph 20 of the contested decision). Accordingly, in
basing its own decision on the latter provision, the Board of Appeal did not, of its own motion, state a new
absolute ground for refusal on which it was required to give the applicant a prior opportunity to comment.

25 Under Article 7(1)(c) of Regulation No 40/94, `trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered. Moreover, Article 7(2) of Regulation No 40/94
states that `paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of
the Community'.

26 Article 7(1)(c) of Regulation No 40/94 prevents the signs or indications referred to by it
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from being reserved to a single undertaking because they have been registered as trade marks. That provision
thus pursues an aim which is in the public interest, namely that such signs or indications may be freely used
by all (see, by analogy, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779,
paragraph 25; Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-0000, paragraph 73; and Case
C-104/01 Libertel [2003] ECR I-0000, paragraph 52).

27 In view of the above, the signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are
those which may serve in normal usage from the point of view of the target public to designate, either
directly or by reference to one of their essential characteristics, the goods or services in respect of which
registration is sought (Procter &amp; Gamble, cited above, paragraph 39). Therefore, the descriptiveness of a
sign can be assessed only in the light of the goods or services concerned and of the relevant public's
understanding of that sign.

28 In the present case, the Board of Appeal found, in paragraph 26 of the contested decision, that the goods
and services concerned are intended to be used by the average consumer, which the applicant did not dispute.
The average consumer is deemed to be reasonably well-informed and reasonably observant and circumspect
(see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and Case
T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 27).

29 As regards the applicant's argument that third parties and, more specifically, its competitors have no need
to use the word mark in question to designate the goods and services in respect of which registration is
sought, it should be noted that the application of Article 7(1)(c) of Regulation No 40/94 does not depend on
there being a real, current and serious need for a sign to be available (see, by analogy, Windsurfing Chiemsee,
cited above, paragraph 35). Moreover, the public interest underlying Article 7(1)(c) requires that any trade
mark which consists exclusively of a sign or indication and which may serve to designate the characteristics
of goods or a service within the meaning of that provision be freely available to all and not be registrable
(see, by analogy, Linde, cited above, paragraph 74). Accordingly, for the purposes of Article 7(1)(c) of
Regulation No 40/94, it need only be examined, on the basis of a given meaning of the word mark in
question, whether, from the point of view of the relevant public, there is a sufficiently direct and specific
association between the mark and the characteristics of the categories of goods and services in respect of
which registration is sought.

30 First, the word mark TDI consists of three letters. It is apparent from the documents submitted to the
Court by the Office that combinations of letters are commonly used in the motor car industry to describe the
characteristics of a vehicle or, more specifically, those of engines. The form of the mark is therefore not
unusual.

31 As regards the meaning of the word mark TDI, it is clear from paragraph 26 of the contested decision and
the statements made by the Office in its reply that, in the Office's view, that mark is an abbreviation of `turbo
diesel injection' or `turbo direct injection'. The applicant is wrong to argue that the word mark in question has
no clear and specific meaning. In view of the goods and services in respect of which registration is sought
and the relevant public's understanding of the mark, the meanings identified by the Board of Appeal are
correct.

32 That finding is not affected by the applicant's argument that none of the letters `T', `D' or `I' has a specific
meaning since, as initials, each of them may evoke very different words. The meaning of a word mark must
be examined on the basis of the mark as such, that is to say, by considering it as a whole. That also applies
where, as in the case of the mark applied for, a word mark is composed of a combination of several
free-standing letters. Accordingly, it is irrelevant for the purposes of assessing the meaning of such a word
mark whether the various letters of which the mark is composed, considered separately, also have a clear and
specific meaning. The same is
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true of the question whether other combinations of those letters, regardless of whether other letters are added,
have such a meaning.

33 Second, even assuming that it is correct from a technical point of view, the applicant's argument that
`turbo diesel injection' is tautologous is likewise irrelevant. For the purposes of assessing the descriptiveness of
a word mark, account need only be taken of the point of view of the relevant public, which, in the present
case, is unlikely to have the technical knowledge necessary to detect that that term is tautologous. The fact
that a word mark is tautologous does not mean that it has no clear and specific meaning. Moreover, the
applicant itself concedes that the mark TDI may stand for `turbo direct injection' while at the same time
claiming that this is not how it is used and understood since it relates to a diesel engine which, in practice, is
designated by the term `diesel engine' and not `injection engine'. However, that argument merely confirms the
Office's contention that, from the point of view of the relevant public, the mark TDI may stand for `turbo
diesel injection'.

34 The contested decision contains no information regarding the nature of the link between the word mark
TDI and the goods and services in respect of which registration is sought. However, it is the quality of the
first category of goods referred to in the trade mark application, namely vehicles, which is designated by the
word mark. Being equipped with a `turbo diesel injection' or `turbo direct injection' engine is an essential
characteristic of a vehicle. As regards the second category (constructive parts for vehicles), the word mark
TDI designates the type of goods.

35 The word mark TDI designates the intended use of the repair and maintenance services in respect of which
registration is sought. It is true, in this connection, that those categories of service may well also include
services which are not linked to vehicles equipped with a TDI engine and that, therefore, the word mark is
not descriptive of all the services in those categories. Nevertheless, the applicant sought registration of the
word mark in question in respect of all the services as a whole. The assessment made by the Board of Appeal
must therefore be confirmed in so far as it relates to those services as a whole (see, to that effect, EuroHealth,
cited above, paragraph 33).

36 In that context, contrary to what the applicant claims, it is irrelevant that the word mark TDI may have
two different meanings. Having regard to each of its possible meanings, the word mark designates, in the
minds of the relevant public, a characteristic of the goods and services concerned which that public is likely
to take into account when making its choice. That finding remains valid even where, for a certain section of
the relevant public, only one of the two possible meanings of the word mark TDI comes to mind. In order for
a word mark to fall within the scope of Article 7(1)(c) of Regulation No 40/94, it is sufficient that, from the
point of view of the relevant public, at least one of its possible meanings identifies a feature of the goods or
services concerned (CARCARD, cited above, paragraph 30; see also the Opinion of Advocate General Jacobs
in Case C-191/01 P OHIM v Wrigley [2003] ECR I-0000, paragraphs 42 to 47).

37 Consequently, from the point of view of the relevant public, there is a sufficiently direct and specific link
between the word mark TDI and the characteristics of the goods and services in respect of which registration
is sought. That finding is borne out by the fact that, in certain promotional publications, the applicant itself
uses the word mark to describe the different models of vehicles which it sells. Thus, one advertisement, which
is reproduced in Annex K8 to the application and concerns the A2 model, is worded as follows: `Un' auto
interamente in alluminio, da oggi anche in versione TDI' (a car made entirely of aluminium, now also
available as TDI). Similarly, in another advertisement, reproduced in Annex K8 to the application, the engine
of the model A6 is presented as the `first V 6 TDi engine'.

38 In paragraph 31 of the contested decision, the Board of Appeal implied that the word mark TDI is
descriptive of the goods and services concerned in the entire Community. That assessment is
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correct. Since the vehicles are, in principle, sold under the same names on the entire internal market, there is
no difference between the various parts of the Community in terms of the relevant public's understanding of
the meaning of a word mark of this kind - and in particular of the mark TDI - and of the link between that
mark and the goods and services in respect of which registration is sought.

39 It follows that the Board of Appeal did not err in law in finding that, from the point of view of the
relevant public, the word mark TDI may serve to designate, within the meaning of Article 7(1)(c) of
Regulation No 40/94, the essential characteristics of the goods and services in respect of which registration is
sought.

40 As regards the registrations of the word mark TDI as a national trade mark in several Member States, on
which the applicant relies, it should be observed that the Community trade mark regime is an autonomous
system with its own set of rules which has objectives peculiar to it and which applies independently of any
national system (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829, paragraph 47, and
Case T-91/01 BioID v OHIM (BioID) [2002] ECR II-5159, paragraph 45). Accordingly, the registrability of a
sign as a Community trade mark can be assessed only on the basis of the relevant Community rules. The
Office and, as the case may be, the Community judicature are not bound by a decision adopted by a Member
State or a non-member country recognising that sign as registrable as a national trade mark. That is the case
even where that decision has been taken in accordance with national legislation harmonised under First
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1). The applicant's arguments based on the abovementioned registrations are
therefore irrelevant. Moreover, the applicant has put forward no substantive argument which could be derived
from those national decisions and relied on in support of the plea raised.

41 It follows that the plea alleging infringement of Article 7(1)(c) of Regulation No 40/94 must be rejected.

The third plea: infringement of Article 7(3) of Regulation No 40/94

Arguments of the parties

42 The applicant challenges the reasoning contained in the examiner's decision that the fact that an
undertaking uses only - or much more frequently than others - a particular descriptive indication, which means
that a large section of the relevant public associates that indication with that undertaking, is insufficient to
enable it to have that indication registered as a trade mark.

43 The applicant claims that it is clear from the survey which it submitted during the proceedings before the
examiner that, contrary to the way in which the examiner interpreted that survey, when the application for
registration of the mark was lodged, that is to say, in 1996, 30% of those interviewed associated the mark
TDI with the applicant's undertaking and, generally, 65% were familiar with the mark. The applicant adds that
these figures are high and are reached by only a very small number of marks. Moreover, the applicant argues
that the levels of acceptance of its mark in the other Member States, particularly France and Italy, were and
are comparable with the level of acceptance in Germany since sales and advertising expenditure were also
comparable.

44 In that connection, the applicant submits that since 1990 it has made considerable use of the mark applied
for. It thus claims to have sold, up to the end of 1996, 426 353 vehicles under that mark in the entire
Community, which is equivalent to a turnover of approximately EUR 10.6 billion. According to the applicant,
the figures for the period beyond the end of 2001 amount to 1 611 337 vehicles, which is equivalent to a
turnover of approximately EUR 45 billion. In addition, the applicant maintains that the annual advertising
expenditure incurred by it for the sale of its vehicles under the mark in question amounts, in Germany, to
several tens of millions of German marks (DEM)
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and, in the other Member States, such as France, the United Kingdom, Italy and Spain, to several millions of
German marks. Finally, it claims to hold throughout the Community a 5% share of the market for cars
equipped with a diesel engine, which, it argues, is tantamount to the position of market leader in that market
sector.

45 Moreover, the applicant claims that, in order to assess the proportion of the relevant public able to
perceive a mark as indicating the trade origin of the goods or services concerned (`the degree of market
acceptance'), account must also be taken of the use made of the mark by other undertakings either by virtue
of a licence or, in the case of undertakings belonging to the same group as the applicant for the mark, by
virtue of a simple authorisation. In the present case, account must, in the appellant's view, be taken of the use
made of the mark applied for by the undertakings in the Volkswagen group, namely Volkswagen, Seat and
Skoda. The applicant claims that, throughout the Community, those undertakings have sold under the mark
applied for 475 266 vehicles up to the end of 1996 and 2 185 174 vehicles up to the end of 2000. Moreover,
according to the applicant, the advertising expenditure incurred in Germany by the undertakings in the
Volkswagen group for the purpose of selling vehicles under the mark applied for amounted to approximately
DEM 4.4 million in 1995, DEM 18.9 million in 1996, DEM 2.9 million in 1997, DEM 2.7 million in 1998,
DEM 29.2 million in 1999 and DEM 28.4 million in 2000. Further, the applicant states that, at least since
1995, those undertakings have spent several million German marks per annum on advertising in each of the
larger Member States.

46 As a precaution, the applicant seeks from the Court an order that, as measures of inquiry in relation to the
fact that the mark TDI has acquired distinctive character through the use made of it in the European
Community, Mr Klaus le Vrang be heard as a witness and a survey be organised.

47 The Office points out that a mark need have acquired distinctive character only in the territory in which
there is a ground for refusal of registration. As regards the degree of acceptance, it submits that the case-law
has not as yet laid down any precise criteria. It points out that, in paragraph 52 of the judgment in
Windsurfing Chiemsee, the Court held that the conditions for registration of a mark, as laid down in Article
3(3) of the First Directive 89/104, are satisfied where the relevant class of persons, or at least a significant
proportion thereof, associates the mark in question with a particular undertaking but stated that that cannot be
established only by reference to general, abstract data such as predetermined percentages. In that context, the
Office argues that, even if this is not clear from the Windsurfing Chiemsee judgment, in the case of a mark
consisting of a single figure or a single letter, the degree of acceptance claimed must be greater than in the
case of indications which are descriptive only of certain characteristics of the goods and services.

48 In the present case, the Office submits that, by the survey produced by it, the applicant has shown that a
maximum of 22% of those questioned associate the mark TDI with a particular undertaking or several
undertakings belonging to the same group. The Office shares the view taken by the examiner and by the
Board of Appeal that that figure is too low to serve as a basis for any conclusions as to the degree of
acceptance of the mark. According to the Office, the examiner was likewise entitled to extrapolate that figure
in order to determine the position of the applicant in the other Member States and to conclude that the
percentages in those states would probably be even lower. It adds that that assessment is not affected by either
the advertising expenditure or the turnover relied on by the applicant.

49 According to the Office, the same is true of the new documents annexed to the application with a view to
proving the degree of acceptance of the mark applied for, even assuming that their production before the
Court is admissible. The Office states that, while the figures in those documents prove that the applicant has
been very active in the field of advertising and sales, they do not, however, show that there was a greater
degree of acceptance of the mark applied for at the time when the
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application for registration was filed than at the time when the survey was conducted.

Findings of the Court

50 Under Article 7(3) of Regulation No 40/94, the absolute grounds for refusal of registration laid down in
Article 7(1)(b) to (d) do not preclude registration of a mark if, in respect of the goods or services for which
registration is sought, it has acquired distinctive character as a result of the use which has been made of it. In
the case provided for in Article 7(3), the fact that the sign of which the mark in question consists is actually
perceived by the relevant public as an indication of the trade origin of the goods or service is the result of the
economic effort made by the trade mark applicant. That fact justifies putting aside the public-interest
considerations underlying Article 7(1)(b) to (d), which require that the marks referred to in those provisions
may be freely used by all in order to avoid conceding an unjustified competitive advantage to a single trader
(Case T-323/00 SAT.1 v OHIM (SAT.2) [2002] ECR II-2839, paragraph 36).

51 First, it is clear from the case-law on the interpretation of Article 3(3) of First Directive 89/104, the
substantive content of which is, essentially, identical to that of Article 7(3) of Regulation No 40/94, that the
acquisition of distinctive character through use of the mark requires that at least a significant proportion of the
relevant public identifies the goods or services as originating from a particular undertaking because of the
trade mark. However, the circumstances in which that requirement for acquisition of distinctive character
through use may be regarded as satisfied cannot be established solely by reference to general, abstract data
such as predetermined percentages (see, to that effect, Windsurfing Chiemsee, paragraph 52, and Case
C-299/99 Philips [2002] ECR I-5475, paragraphs 61 and 62).

52 Second, in order to have the registration of a trade mark accepted under Article 7(3) of Regulation No
40/94, the distinctive character acquired through the use of that trade mark must be demonstrated in the
substantial part of the Community where it was devoid of any such character under Article 7(1)(b), (c) and (d)
of that regulation (Case T-91/99 Ford Motor v OHIM (OPTIONS) [2000] ECR II-1925, paragraph 27).

53 Third, when assessing in a particular case whether distinctive character has been acquired through use,
account must be taken of factors such as, inter alia, the market share held by the mark, the intensity,
geographical scope and duration of the use of the mark and the amount invested by the undertaking in
promoting the mark. Proof that distinctive character has been acquired may, in particular, be found in
statements made by chambers of commerce and industry or other trade and professional associations or in the
results of surveys (see, to that effect, Windsurfing Chiemsee, paragraphs 51 and 53, and Philips, cited above,
paragraph 60).

54 Fourth, the mark must have acquired distinctive character through use before the application for registration
is filed (Case T-247/01 eCopy v OHIM (ECOPY) [2002] II-5301, paragraph 36).

55 The question whether, in the present case, the Board of Appeal erred in law in finding that the mark
applied for could not be registered under Article 7(3) of Regulation No 40/94 must be examined in the light
of those considerations.

56 As has been pointed out in paragraph 38 above, the absolute ground for refusal of registration of the mark
applied for, laid down in Article 7(1)(c) of Regulation No 40/94, applies throughout the Community.
Accordingly, in order to be registrable under Article 7(3), that mark must have become distinctive through use
in the entire Community.

57 During the administrative procedure before the Office, the applicant implied, in its letter addressed to the
examiner of 22 January 1999, that the mark applied for had become distinctive through the use made of it
throughout the Community. It reiterated that claim in the statement
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setting out the grounds of its appeal before the Office, dated 13 July 2000.

58 First of all, as regards the markets in the Member States other than Germany, the applicant merely
produced, during the administrative procedure before the Office, statistics on its exports to various countries,
including Member States other than Germany, during the period 1994 to 1997, sales catalogues and press
articles on car tests. Moreover, the survey produced by the applicant relates solely to the German market.

59 In paragraph 31 of the contested decision, the Board of Appeal found, implicitly and without stating
detailed reasons for the finding, that the evidence submitted was insufficient to show that, at the time when
the application for registration was filed, the mark applied for had become distinctive through the use made of
it in the Member States other than Germany.

60 However, the applicant has submitted no evidence on the basis of which it might be concluded that that
finding is incorrect. It cannot be found on the sole basis of the sales figures produced by the applicant, which,
moreover, in no way indicate the market share held by the mark applied for, that, in the Member States other
than Germany, the relevant public, or at least a considerable proportion thereof, perceives the mark as
indicating the trade origin of the goods and services concerned. The same is true of the sales catalogues and
press articles.

61 However, in its application, the applicant relies on new facts in order to substantiate its argument that the
mark applied for has in fact become distinctive through use in the entire Community. More specifically, it
relies on the number of vehicles sold under the mark applied for between 1990 and 2001, the corresponding
turnover and the amount spent per annum on advertising to promote the sale of its vehicles bearing that mark.
Finally, it claims to hold throughout the Community a 5% share of the market for cars equipped with a diesel
engine, which, it argues, is tantamount to the position of market leader in that market sector. Moreover, as a
precaution, it seeks an order from the Court that, as measures of inquiry, one of its employees, Mr Klaus le
Vrang, be heard as a witness and a survey be organised.

62 It must be held that reliance on those facts is ineffective.

63 First of all, in accordance with settled case-law, the legality of a Community measure must be assessed on
the basis of the elements of fact and of law existing at the time when the measure was adopted (Case
T-123/97 Salomon v Commission [1999] ECR II-2925, paragraph 48, and Case T-126/99 Graphischer
Maschinenbau v Commission [2002] ECR II-2427, paragraph 33). Moreover, under Article 63(2) of Regulation
No 40/94, a decision of the Board of Appeal may be annulled or altered only where it is substantially
unlawful or has been given in breach of a procedural requirement. The sole purpose of an action before the
Community judicature is thus to review the legality of the decision of the Board of the Appeal and not to
reopen the case. Therefore, the legality of a decision of the Board of Appeal cannot, in principle, be called
into question by submission to the Court of facts which, although they occurred before that decision was
adopted, were not relied on during the administrative procedure before the Office. It would be otherwise only
if it were shown that the Board of Appeal ought, of its own motion, to have taken account of those facts
during the administrative procedure and before giving a ruling on the case.

64 It should be observed that the Board of Appeal is required to take account of a fact which may be
relevant to the assessment of whether distinctiveness has been acquired through use only where the trade mark
applicant has relied on that fact during the administrative procedure before the Office (ECOPY, cited above,
paragraph 47).

65 In the present case, the facts referred to in paragraph 61 above were not relied on during the
administrative procedure before the Office. Accordingly, those facts, even if established, cannot cast doubt on
the legality of the contested decision. As pointed out in paragraph 61 above, reliance
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on them must therefore be regarded as ineffective.

66 Moreover, for the reasons set out in paragraph 60 above, it cannot be shown on the basis of those facts
that the mark applied for has become distinctive through the use made of it in the Member States other than
Germany. More specifically, even if it were established that, as the applicant claims, it holds throughout the
Community a 5% share in the market for vehicles equipped with a diesel engine, it likewise cannot be found
on that basis that, in the Member States other than Germany, the relevant public, or at least a considerable
proportion thereof, perceives the mark as indicating the trade origin of the goods and services concerned. In
addition, the facts occurring after the application for registration was filed, that is to say, after 7 March 1996,
are irrelevant to the assessment of whether distinctiveness has been acquired through use on account of the
rule referred to in paragraph 54 above.

67 Nor is it necessary, for the reasons stated in paragraphs 62 to 65 above, to order the measures of inquiry
sought by the applicant. The Office is required to take account of evidence intended to establish that the mark
claimed has become distinctive through use only if the applicant for the mark produced that evidence during
the administrative procedure before it (ECOPY, paragraph 48).

68 The applicant has therefore failed to establish that the mark applied for has become distinctive as a result
of the use made of it in the Member States other than Germany. That finding is sufficient for the plea
alleging infringement of Article 7(3) of Regulation No 40/94 to be rejected and it is unnecessary to examine
whether the applicant has established that the mark applied for has become distinctive as a result of the use
made of it in Germany.

The fourth plea: infringement of the right to be heard

Arguments of the parties

69 The applicant submits that the Office infringed its right to be heard, which is laid down in Article 73 of
Regulation No 40/94. According to the applicant, the examiner, during a telephone conversation, called on it
to provide certain documents and thereby gave it to understand that the mark applied for would be registered
under Article 7(3) of Regulation No 40/94 once those documents had been provided. In the applicant's view,
the Office ought to have informed it that it considered the documents provided to be insufficient so that it
could submit additional evidence. Moreover, the Office ought to have told it that, as is clear from paragraph
31 of the contested decision, it required evidence that the mark applied for had become distinctive as a result
of the use made of it in the entire Community.

70 The Office contends that the alleged infringement of the right to be heard relied on by the applicant relates
to the proceedings before the examiner and not those before the Board of Appeal. Accordingly, it claims that,
in any event, the Board of Appeal did not infringe the right to be heard since it examined in full the facts,
pleas and arguments put forward by the applicant.

Findings of the Court

71 Under Article 73 of Regulation No 40/94, decisions of the Office may be based only on reasons on which
the parties concerned have had on opportunity to present their comments. That article relates to both factual
and legal reasons and to the evidence.

72 First of all, the Office's argument that the alleged infringement of the right to be heard relied on by the
applicant relates to the proceedings before the examiner and not to those before the Board of Appeal is
irrelevant. In the statement setting out the grounds of its appeal, the applicant claimed that it had not been
given an opportunity to present its comments on the examiner's finding that the evidence submitted during the
proceedings before her was insufficient to show that the
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mark applied for had become distinctive as a result of the use made of it. Therefore, by the present plea, the
applicant is in reality complaining that the Board of Appeal failed to annul the examiner's decision despite the
alleged procedural error vitiating that decision.

73 The examiner based her decision on the fact that only 22% of those questioned associated the mark
applied for with a particular undertaking. That was apparent from the survey which the applicant itself
produced. It was when making her final assessment of that fact in the light of Article 7(3) of Regulation No
40/94 that the examiner found that the condition for acquisition of distinctive character through use was not
satisfied in the present case.

74 In those circumstances, the examiner was under no obligation to hear the applicant as regards the
assessment of the factual evidence which formed the basis for her decision.

75 Assessment of the facts is a part of the decision-making act itself. The right to be heard covers all the
factual and legal evidence which forms the basis for the decision-making act but not the final position which
the administration intends to adopt (see, to that effect, Joined Cases T-129/95, T-2/96 and T-97/96 Neue
Maxhütte Stahlwerke and Lech-Stahlwerke v Commission [1999] ECR II-17, paragraph 231).

76 Since the examiner was not therefore under an obligation to hear the applicant on the assessment of the
facts which formed the basis of her decision, that decision was not adopted in breach of the right to be heard.

77 However, in its application, the applicant claimed that, during a telephone conversation, the examiner had
informed it that the mark would be registered under Article 7(3) of Regulation No 40/94 if it were able to
produce certain documents relating to the acquisition of distinctiveness through use. Nevertheless, according to
paragraph 19 of the contested decision, the examiner merely told the applicant `which documents might, in
principle, come into question [for the purpose of proving that the mark applied for is accepted by the relevant
public]' (`welche Unterlagen [zur Glaubhaftmachung der Verkehrsdurchsetzung] grundsätzlich in Frage kommen
können'). The applicant has not challenged that finding. At the hearing, it conceded, in response to a question
put by the Court, that the examiner had not stated that the documents in question would, in principle, be
regarded as sufficient to enable the mark to be registered in accordance with Article 7(3) of Regulation No
40/94.

78 First, it is open to the bodies of the Office, at least in procedures involving only one party, to make use of
telephone conversations in order to facilitate the proper conduct of the procedure.

79 Second, in the present case, in view of the content of the conversation, as it has now been admitted by
both parties, the examiner did not give the applicant reason to entertain false hopes, which means that the
principle of protection of legitimate expectations did not require that she warn the applicant of the legal
assessment she was intending to make of the facts apparent from those documents.

80 In any event, even if the examiner's decision had been adopted in breach of the right to be heard, the
Board of Appeal would nevertheless have been under no obligation to annul it on that ground alone in the
absence of any unlawfulness as to the substance.

81 Given the continuity in terms of their functions between the examiner and the Boards of Appeal (Case
T-163/98 Procter &amp; Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, paragraphs 38 to 44, and Case
T-63/01 Procter &amp; Gamble v OHIM (Soap bar shape) [2002] II-5255, paragraph 21), the Boards of
Appeal of the Office have jurisdiction to review the decisions given by the departments of the Office ruling at
first instance. In the context of that review, the outcome of the appeal depends on whether a new decision
with the same operative part as the decision under
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appeal may be lawfully adopted at the time of the ruling on the appeal. Thus, even where the decision under
appeal is in no way unlawful, the Board of Appeal may grant the appeal on the basis of new facts relied on
by the party which brought the appeal or on the basis of new evidence submitted by that party, subject only
to Article 74(2) of Regulation No 40/94.

82 Accordingly, where a new decision with the same operative part as the decision under appeal may be
adopted at the time of the ruling on the appeal, that appeal must, in principle, be dismissed even if the
decision under appeal is unlawful on account of a procedural error. That applies even in the event that, as a
result of such an error, the legal or factual basis for the first decision is incomplete because the party
concerned was prevented from relying on a legal rule or from introducing new facts or evidence to the
proceedings. Such an error may be rectified on appeal since the Board of Appeal is obliged, save where new
facts or evidence are submitted in the course of the appeal proceedings, to base its decision on the same legal
and factual basis as that on which the department giving the ruling at first instance ought to have based its
decision. Thus, save only for the reservation in Article 74(2) of Regulation No 40/94, there is no division
between the procedure before the department ruling at first instance and that before the Board of Appeal. The
Office is correct to state that, in the present case, the Board of Appeal examined in full the facts, pleas and
arguments put forward by the applicant.

83 In light of the arguments stated in paragraphs 24 to 68 above, it appears, in the present case, that a
decision with the same operative part as that of the examiner, namely refusal of the application for registration
of the mark, could have been adopted when the ruling on the appeal was given. Accordingly, even if the
examiner's decision had been adopted in breach of the right to be heard, the Board of Appeal would
nevertheless have been under no obligation to annul it.

84 It follows that the plea alleging infringement of the right to be heard must be rejected.

The fifth plea: infringement of the duty to state reasons

Arguments of the parties

85 The applicant claims that, notwithstanding the requirements laid down in Rule 50(2)(h) of Commission
Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No 40/94, the statement of
reasons given for the contested decision was inadequate. The applicant submits, first, that, in paragraph 31 of
the contested decision, the Board of Appeal merely found, with regard to the application of Article 7(3) of
Regulation No 40/94, that the evidence produced by the applicant was insufficient without stating the reasons
on which that finding was based. Second, the applicant states that only the German-speaking area is referred
to expressly in the reasoning set out in paragraphs 25 and 26 of the contested decision with respect to the
lack of inherent distinctiveness of the mark applied for. According to the applicant, the contested decision
does not contain an adequate statement of reasons as to why the evidence of the acquisition of distinctive
character through use was required in respect of the entire Community market.

86 The Office states that the Board of Appeal confirmed the examiner's findings as regards the application of
Article 7(3) of Regulation No 40/94. According to the Office, the Board of Appeal therefore adopted the
reasoning contained in the examiner's decision in relation to that point. The Office submits that it is clear
from that decision that the examiner took the view that the survey produced by the applicant did not reveal a
sufficient degree of public awareness for it to be possible to find that the mark applied for had become
distinctive through use, even in respect solely of the German market.

Findings of the Court

87 Under Article 73 of Regulation No 40/94, the decisions of the Office are to state the reasons
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on which they are based. In addition, Rule 50(2)(h) of Regulation No 2868/95 provides that the Board of
Appeal's decision is to contain the reasons. The scope of the duty to state reasons thus laid down is the same
as that arising from Article 253 EC.

88 It is settled case-law that the statement of reasons required under Article 253 EC must show in a clear and
unequivocal manner the reasoning of the author of the act. That duty has two purposes: to allow interested
parties to know the justification for the measure so as to enable them to protect their rights and to enable the
Community judicature to exercise its power to review the legality of the decision (see, in particular, Case
C-350/88 Delacre and Others v Commission [1990] ECR I-395, paragraph 15, and Case T-188/98 Kuijer v
Council [2000] ECR II-1959, paragraph 36).

89 Moreover, it is clear from the case-law that the context in which the decision was taken, which is
characterised, in particular, by exchanges between the author of the decision and the party concerned, may
make the requirements imposed by the duty to state reasons more stringent in certain circumstances (Kuijer,
cited above, paragraphs 44 and 45).

90 In the present case, the mark applied for would have been registrable under Article 7(3) of Regulation No
40/94 only if it had become distinctive through use in the entire Community (see paragraph 56 above). The
Board of Appeal was therefore under an obligation, at least as regards a substantial part of the Community, to
state why it was not possible to find on the basis of the evidence produced by the applicant that the mark had
become distinctive through use in the entire Community.

91 Those requirements are not satisfied by either the grounds for the contested decision which state generally
that it was not possible to find on the basis of the evidence produced by the applicant that, at the time the
application was filed, the mark had become distinctive in the entire European Union as a result of the use
made of it (first sentence of paragraph 31 of the contested decision) or those by which the Board of Appeal
stated that, in view of the unitary character of the Community trade mark, the possibility that the mark is
distinctive in Germany was insufficient (second sentence in paragraph 31 of the contested decision). The same
is true of the grounds for the contested decision which reiterate the criteria developed in the case-law of the
Court of Justice for assessing whether distinctiveness has been acquired through use (paragraph 32 of the
contested decision).

92 Unlike the statement of reasons contained in the examiner's decision, that given by the Board of Appeal
implicitly left open the question whether the mark applied for had become distinctive as a result of the use
made of it in Germany (second and third sentences in paragraph 31 of the contested decision). As regards the
possibility that it has become distinctive as a result of the use made of it in the other Member States, the
Board of Appeal merely stated that it was not possible to infer from any distinctiveness acquired in Germany
that the mark applied for had also become distinctive on the entire European market (third sentence in
paragraph 31 of the contested decision).

93 However, in the statement setting out the grounds of its appeal before the Office, the applicant criticised,
in particular, the fact that the examiner had misinterpreted the evidence produced in the course of the
proceedings before her. In addition, it asserted that the examiner's argument that the degree of acceptance of
the mark applied for in the Member States other than Germany was probably less than the degree of
acceptance apparent from the survey conducted in Germany did not constitute adequate reasoning. Finally, it
submitted arguments intended to show that it was possible to find, on the basis of the evidence produced in
the course of the proceedings before the examiner, that the mark applied for had become distinctive through
the use made of it in the Member States other than Germany.

94 Accordingly and in the light of the principle referred to in paragraph 89 above, the Board of Appeal ought
to have rejected, at least in summary form, the arguments put forward by the applicant
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against the grounds stated in the examiner's decision and, in particular, stated why it was not possible to find
on the basis of the evidence produced during the proceedings before the examiner that the mark applied for
had become distinctive as a result of the use made of it in the Member States other than Germany.

95 By failing to provide such explanations, the Board of Appeal failed to comply with the duty to state
reasons incumbent upon it under Article 73 of Regulation No 40/94 and Rule 50(2)(h) of Regulation No
2868/95.

96 However, that finding is not sufficient to entail the annulment of the contested decision.

97 Applicants have no legitimate interest in the annulment of a decision on the ground of a procedural defect
where annulment of the decision can only lead to the adoption of another decision identical in substance to
the decision annulled (see, to that effect, Case 117/81 Geist v Commission [1983] ECR 2191, paragraph 7;
Case T-43/90 Díaz García v Parliament [1992] ECR II-2619, paragraph 54; and Case T-261/97 Orthmann v
Commission [2000] ECR-SC I-A-181 and II-829, paragraphs 33 and 35). In the present case, it is clear from
paragraph 68 above that it has not been established that the mark applied for has become distinctive through
use in accordance with Article 7(3) of Regulation No 40/94.

98 Accordingly, the applicant has no legitimate interest in annulment of the contested decision, which is
unlawful only as a result of a breach of the duty to state reasons and annulment of which could therefore lead
only to the adoption of a new decision identical in substance.

99 The present plea must therefore be rejected as irrelevant.

100 Accordingly, it is unnecessary to examine the plea alleging infringement of Article 7(1)(b) of Regulation
No 40/94. According to well-established case-law, it is sufficient for one of the absolute grounds of refusal to
apply for the sign to be unable to be registered as a Community trade mark (Case T-24/00 Sunrider v OHIM
(VITALITE) [2001] ECR II-449, paragraph 28, and BioID, cited above, paragraph 50).

101 Consequently, the action must be dismissed.
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Order of the Court (Second Chamber)
of 1 December 2004

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) v Zapf
Creation AG. Appeal - Community trade mark - Regulation (EC) No 40/94 - Absolute grounds for

refusal of registration - Article 7(1)(b) and (c) - "New Born Baby' - No need to give judgment. Case
C-498/01 P.

In Case C-498/01 P,

APPEAL under Article 49 of the EC Statute of the Court of Justice, brought on

20 December 2001

,

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, M. Schennen and C. Røhl Søberg, acting as Agents, with an address for service in Luxembourg,

applicant,

supported by

United Kingdom of Great Britain and Northern Ireland, represented by K. Manji, acting as Agent, and M.
Tappin, Barrister, with an address for service in Luxembourg,

intervener in the appeal,

the other party to the proceedings being:

Zapf Creation AG, established in Rödental (Germany), represented by A. Kockläuner, Rechtsanwalt, and S.
Zech, Patentanwalt, with an address for service in Luxembourg,

applicant at first instance,

THE COURT (Second Chamber),

composed of: C.W.A. Timmermans, President of the Chamber, J.-P. Puissochet (Rapporteur) and R. Schintgen,
Judges,

Advocate General: F.G. Jacobs,

Registrar: M.-F. Contet, Principal Administrator,

having regard to the written procedure and further to the hearing on

8 January 2004,

after hearing the views of the Advocate General,

makes the following

Order

1. By its appeal, the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM')
seeks to have set aside the judgment of the Court of First Instance of the European Communities of 3 October
2001 in Case T-140/00 Zapf Creation v OHIM (New Born Baby) [2001] ECR II-2927 (the judgment under
appeal') which, first, annulled the decision of the Third Board of Appeal of OHIM of 21 March 2000 (Case R
348/1999-3) refusing to register the words New Born Baby' as a Community trade mark (the contested
decision') and, second, ordered OHIM to bear its costs and to pay those of the applicant.
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2. In pronouncing such annulment, the Court of First Instance considered, first, that the words New Born
Baby' did not designate the quality, intended purpose or any other characteristic of the goods for which
registration thereof was sought, namely dolls to play with and accessories for such dolls in the form of
playthings'. Consequently, the Court of First Instance held that OHIM had wrongly refused to register those
words as a Community trade mark on the basis of Article 7(1)(c) of Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

3. Second, the Court of First Instance observed that the application of the ground for refusal of registration set
out in Article 7(1)(c) of Regulation No 40/94 involved the application of the ground for refusal set out in
Article 7(1)(b) of the same regulation. Accordingly, the Court of First Instance held that the annulment of the
first ground for refusal of registration under Article 7(1)(c) of Regulation No 40/94 consequently called in
question the second ground for refusal of registration under Article 7(1)(b) of that regulation on which the
said decision was based.

4. The Court heard the Opinion of the Advocate General at the sitting on 19 February 2004.

5. In his Opinion, the Advocate General considered that the Court of First Instance, in annulling the contested
decision, had erred in law in its application both of Article 7(1)(b) of Regulation No 40/94 and of Article
7(1)(c) thereof. Consequently, the Advocate General proposed that the Court of Justice should set aside the
judgment under appeal, itself give final judgment in the proceedings and dismiss the application brought by
Zapf Creation before the Court of First Instance.

6. By letter of 25 March 2004, Zapf Creation informed the Court of Justice that it had withdrawn its
application for registration of the words New Born Baby' as a Community trade mark.

7. By letter to the Court of 19 April 2004, OHIM confirmed the withdrawal of that application for registration
by Zapf Creation and the validity thereof. In the same letter, OHIM expressed the view that, in those
circumstances, the proceedings before the Court of Justice and those before the Court of First Instance have
become devoid of purpose'. However, OHIM stated that that situation derived from the withdrawal of the trade
mark application by Zapf Creation and that, therefore, that company should be ordered to pay the costs of the
proceedings before both the Court of Justice and the Court of First Instance.

8. By letter of 11 May 2004, Zapf Creation informed the Court of Justice that it agreed with OHIM's view
that the case was now disposed of. On the other hand, Zapf Creation emphasised in the same letter that the
Court of First Instance had found in its favour and therefore contended that each party should bear its own
costs in the proceedings before both the Court of Justice and the Court of First Instance.

9. Finally, by letter of 26 May 2004, OHIM brought to the notice of the Court the existence of an amicable
agreement' between the parties as to how the costs should be borne and indicated that, in those circumstances,
it withdrew its claim concerning costs submitted on 19 April in relation to Case C-498/01 P, that is to say the
claim that Zapf Creation should be ordered to pay the costs of the proceedings before both courts.

Findings of the Court

10. The withdrawal, after delivery of the Advocate General's Opinion, of the application for registration of the
words New Born Baby' as a Community trade mark does not render the present appeal entirely devoid of
purpose.

11. That withdrawal does not, in itself, have any impact on the judgment under appeal. That judgment
produced legal effects and OHIM could still demonstrate that it has an interest in taking action to call in
question those effects and the interpretation of Article 7(1)(b) and (c) of Regulation
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No 40/94 which the Court of First Instance considered itself entitled to adopt in this case. Moreover, that
judgment upheld Zapf Creation's claims and could be helpful to that company in the context of other
proceedings for registration of those words.

12. However, it is common ground that that withdrawal has the effect of bringing to an end the dispute
concerning the refusal of registration of those words as a Community trade mark. The parties thus coincide in
the view that the dispute is now settled. OHIM considers, in particular, that the withdrawal of the application
for registration is valid' and considers that its claim for the judgment under appeal to be set aside no longer
has any purpose.

13. In those circumstances, it is now unnecessary to give judgment in the present appeal.

Costs

14. Under Article 69(2) of the Rules of Procedure, which are applicable to appeals by virtue of Article 118 of
the same rules, the unsuccessful party is to be ordered to pay the costs if they are applied for in the
successful party's pleadings. Moreover, under Article 69(6), where a case does not proceed to judgment, the
costs are to be in the discretion of the Court.

15. In this case, it must be observed that, according to the Advocate General's Opinion, OHIM was right to
claim that the judgment under appeal should be set aside and that the application brought by Zapf Creation
against the contested decision should be dismissed. It must then be pointed out that the appeal ultimately
became devoid of purpose only because of the decision taken by Zapf Creation on 25 March 2004, after the
Advocate General delivered an Opinion that was unfavourable to the company, to withdraw the application for
registration submitted by it on 6 October 1997.

16. It might therefore have been appropriate, as requested by OHIM in its letter of 19 April 2004, to order
Zapf Creation to bear the costs of the proceedings at both instances.

17. However, the judgment under appeal ordered OHIM to bear its own costs and to pay Zapf Creation's
costs. Since it is no longer necessary to give judgment on this appeal, no adverse finding can be made
concerning the judgment under appeal and therefore the order that OHIM pay the costs of the proceedings
before the Court of First Instance cannot be called in question.

18. Moreover, in its letter of 26 May 2004, OHIM abandoned its claim that Zapf Creation should be ordered
to pay the costs of the proceedings at both instances.

19. In view of the foregoing considerations, it is appropriate, in the present circumstances, to order Zapf
Creation to pay the costs of the present proceedings.

20. The United Kingdom, as intervener, must bear its own costs pursuant to Article 69(4) of the Rules of
Procedure.

On those grounds, the Court (Second Chamber) hereby orders:

1. It is unnecessary to give judgment on the appeal brought by the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM).

2. Zapf Creation AG shall pay the costs of the present proceedings.

3. The United Kingdom of Great Britain and Northern Ireland shall bear its own costs.
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Order of the Court (Fourth Chamber)
of 5 February 2004

Telefon &amp; Buch VerlagsgmbH v Office for Harmonisation in the Internal Market (Trade Marks
and Designs). Appeal - Community trade mark - Regulation (EC) No 40/94 - Absolute ground for

refusal to register - Distinctive character - Marks consisting exclusively of descriptive signs or
indications - Word marks Universaltelefonbuch and Universalkommunikationsverzeichnis. Case C-326/01

P.

In Case C-326/01 P,

Telefon &amp; Buch VerlagsgmbH, represented by H.G. Zeiner, Rechtsanwalt, with an address for service in
Luxembourg,

appellant,

APPEAL against the judgment of the Court of First Instance of the European Communities (Fourth Chamber)
of 14 June 2001 in Joined Cases T-357/99 and T-358/99 Telefon &amp; Buch v OHIM (Universaltelefonbuch
and Universalkommunikationsverzeichnis)[2001] ECR II-1705 by which the Court of First Instance dismissed
the actions brought against two decisions of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 21 October 1999 refusing to register the words
Universaltelefonbuch and Universalkommunikationsverzeichnis as Community trade marks (Cases R
351/1999-3 and R 352/1999-3), seeking to have that judgment set aside,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by E. Joly and S.
Bonne, acting as Agents,

defendant at first instance,

THE COURT (Fourth Chamber),

composed of: J.N. Cunha Rodrigues, President of the Chamber, J.-P. Puissochet (Rapporteur) and F. Macken,
Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: R. Grass,

after hearing the Opinion of the Advocate General,

makes the following

Order

Costs

39 Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of Article
118, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the successful
party's pleadings. Since OHIM has applied for costs and Telefon &amp; Buch has been unsuccessful, the latter
must be ordered to pay the costs.

On those grounds,

THE COURT (Fourth Chamber)

hereby orders:

1. The appeal is dismissed.

2. Telefon &amp; Buch shall pay the costs.
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1 By application lodged at the Registry of the Court on 27 August 2001, the company Telefon &amp; Buch
VerlagsgmbH (Telefon &amp; Buch) brought an appeal under Article 49 of the EC Statute of the Court of
Justice against the judgment of the Court of First Instance of 14 June 2001 in Joined Cases T-357/99 and
T-358/99 Telefon &amp; Buch v OHIM (Universaltelefonbuch and Universalkommunikationsverzeichnis)
[2001] ECR II-1705 (the judgment under appeal), seeking annulment of that judgment, by which the Court of
First Instance dismissed the actions brought against two decisions of the Third Board of Appeal of the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) of 21 October 1999 refusing to
register the words Universaltelefonbuch and Universalkommunikationsverzeichnis as Community trade marks
(the contested decisions).

Legal background

2 Under Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1):

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.

3 Article 7 of Regulation No 40/94 provides:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...

2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.

4 Under Article 12 of Regulation No 40/94:

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

(a) his own name or address;

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time of
production of the goods or of rendering of the service, or other characteristics of the goods or service;

(c) the trade mark where it is necessary to indicate the intended purpose of a product or service, in particular
as accessories or spare parts,

provided he uses them in accordance with honest practices in industrial or commercial matters.

Facts
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5 On 28 January 1997, Telefon &amp; Buch filed with OHIM two applications for registration of the words
Universaltelefonbuch and Universalkommunikationsverzeichnis as Community trade marks for goods and
services in Classes 9 (recorded memory media for data processing installations and apparatus, in particular
tapes, discs and CD-ROMs), 16 (printed matter, reference works, classified directories), 41 (publishing
services, in particular the publication of texts, books, magazines and journals) and 42 (editing of written texts)
of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks of 15 June 1957, as revised and amended.

6 The OHIM examiner rejected those applications by decisions of 23 April 1999, against which Telefon
&amp; Buch appealed.

7 By the contested decisions, the Third Board of Appeal of OHIM dismissed the appeals on the ground that,
in the German-speaking area of the Community, the words in question were descriptive of the goods and
services concerned, within the meaning of Article 7(1)(c) of Regulation No 40/94, and devoid of any
distinctive character, within the meaning of Article 7(1)(b) of that regulation.

The judgment under appeal

8 By applications lodged at the Registry of the Court of First Instance on 21 December 1999, the applicant
brought two actions for annulment of the contested decisions.

9 In dismissing the actions brought before it, the Court of First Instance first of all stated, in paragraphs 24
and 25 of the judgment under appeal, that the question whether the words Universaltelefonbuch and
Universalkommunikationsverzeichnis were descriptive had to be determined by reference to the goods or
services in respect of which registration was sought.

10 The Court of First Instance then found, in paragraphs 27 to 30 of the judgment under appeal, that, in
German, those words meant universal telephone directory and universal communications directory and that
they were formed in accordance with the grammatical rules of the German language and composed of
common German words. It held that those words designated the kind of goods and the intended use of the
services concerned. It stated, essentially, that the addition of the adjective universal to the words Telefonbuch
and Kommunikationsverzeichnis did not alter the fact that the words were descriptive of the goods and
services in respect of which registration was sought.

11 In paragraph 31 of the judgment under appeal, the Court concluded from those findings that the words
enabled the target public, in this case, the average German-speaking consumer who is reasonably well
informed and reasonably circumspect, to establish, immediately and without further reflection, a specific and
direct association with those goods and services. The fact that those words are neologisms did not affect that
conclusion.

12 Finally, in paragraphs 33 to 35 of the judgment under appeal, the Court of First Instance held that the
contested decisions could properly be founded solely on the absolute ground for refusal to register laid down
in Article 7(1)(c) of Regulation No 40/94, namely that the words in question are purely descriptive, and that it
was therefore unnecessary to rule on the plea alleging infringement of Article 7(1)(b) of Regulation No 40/94.

13 Accordingly, the Court of First Instance dismissed the two actions.

The appeal

14 Telefon &amp; Buch claims that the Court should set aside the judgment under appeal, declare that the
words Universaltelefonbuch and Universalkommunikationsverzeichnis satisfy the requirements laid down in
Article 4 of Regulation No 40/94 and are not exclusively descriptive within the meaning of Article 7(1)(c) of
that regulation, refer the matter back to OHIM so that it may give a fresh ruling on the applications for
registration of those word marks in line with the Court's legal
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assessment, and order OHIM to pay the costs.

15 OHIM contends that the Court should dismiss the appeal and order Telefon &amp; Buch to pay the costs.

16 Under Article 119 of the Rules of Procedure, where the appeal is clearly unfounded, the Court may at any
time, acting on a report from the Judge-Rapporteur and after hearing the Advocate General, dismiss the appeal
by reasoned order.

Arguments of the parties

17 Telefon &amp; Buch submits that the words in respect of which registration is sought are indisputably
neologisms and consist of an unusual juxtapositioning of terms. They have no definite meaning and do not
convey to the average consumer a clear picture of the goods and services designated by them. They are
therefore not exclusively descriptive so that the absolute ground for refusal to register laid down in Article
7(1)(c) of Regulation No 40/94 cannot apply to them.

18 That provision precludes only the registration of signs which convey direct and immediate information on
the goods or services concerned and not the registration of signs which convey that information only
indirectly. Words which are purely descriptive but which give no indication of the goods or services
concerned can therefore be registered as trade marks. It is sufficient that a sign has only a very minimal
degree of distinctiveness for it to be eligible for registration.

19 As the words in question have never been used, they cannot be subject to the requirement of availability,
which underlies the provisions of Article 12 of Regulation No 40/94. Moreover, that article allows third
parties to use those signs as descriptive indications, without the proprietor of the mark being able to object to
that use.

20 Having regard to the criteria laid down in the judgment in Case C-383/99 P Procter &amp; Gamble v
OHIM [2001] ECR I-6251, the marks at issue in this case cannot be descriptive, especially as the products
which they are deemed to describe do not exist on the market. The fact that OHIM is unable to form a
precise idea of the goods concerned on the basis of the signs in question shows that those signs are not
purely descriptive.

21 OHIM contends that Article 7(1)(c) of Regulation No 40/94 precludes registration of signs or indications
which, considered as a whole, the European consumer understands immediately and without further reflection
as designating the goods and services referred to in the application or their characteristics. Where that
understanding is not immediate, in particular where the combination of terms of which the mark consists is,
on account of its unusual structure, not purely descriptive, the sign or indication may be regarded as
distinctive and, accordingly, be registered as a Community trade mark.

22 However, for it to be distinctive, it is not sufficient that the combination thus formed is a neologism
because its grammatical structure differs slightly from that of common expressions or that it has several
possible meanings. The decisive factor is the way in which the sign is immediately understood and perceived
by the public.

23 The words in question, which German-speaking consumers would immediately associate with the goods
and services referred to in the application, are purely descriptive. The use of the adjective universal does not
evoke any associations. Nor, similarly, are those words rendered distinctive by the fact that they have several
meanings, their length or the fact that they are neologisms.

Findings of the Court

24 Under Article 4 of Regulation No 40/94, a Community trade mark may consist of any signs capable of
being represented graphically, provided that such signs are capable of distinguishing the goods
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or services of one undertaking from those of other undertakings.

25 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service are not to be registered.

26 Thus, under Regulation No 40/94, signs and indications which may serve, in trade, to designate
characteristics of the goods or service in respect of which registration is sought are, by their very nature,
deemed unsuitable to fulfil the function performed by trade marks of an indication of origin, but this is
without prejudice to the possibility, provided for in Article 7(3) of Regulation No 40/94, that they may
become distinctive through use.

27 By prohibiting the registration of such signs and indications as Community trade marks, Article 7(1)(c) of
Regulation No 40/94 pursues an aim in the public interest, namely that signs or indications which are
descriptive of the characteristics of goods and services in respect of which registration is sought may be freely
used by all. That provision therefore precludes such signs or indications from being reserved to a sole
undertaking on account of their registration as trade marks (see, inter alia, with respect to the identical
provisions of Article 3(1)(c) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), Joined Cases C-108/97 and C-109/97
Windsurfing Chiemsee [1999] ECR I-2779, paragraph 25, and Joined Cases C-53/01 to C-55/01 Linde and
Others [2003] ECR I-3161, paragraph 73).

28 In order for OHIM to refuse to register a trade mark under Article 7(1)(c) of Regulation No 40/94, it is
not necessary that the signs and indications composing the mark that are referred to in that article actually be
in use at the time of the application for registration in a way that is descriptive of goods or services such as
those in relation to which the application is filed, or of characteristics of those goods or services. It is
sufficient, as the wording of that provision itself indicates, that such signs and indications could be used for
such purposes. Thus, under Article 7(1)(c), registration of a word mark must be refused if at least one of its
possible meanings designates a characteristic of the goods or services concerned (Case C-191/01 P OHIM v
Wrigley [2003] ECR I-0000, paragraph 32).

29 In the present case, in finding that registration of the two words in question could be refused on the
ground laid down in Article 7(1)(c), the Court of First Instance, first of all, rightly pointed out, in paragraph
24 of the judgment under appeal, that the absolute ground for refusal laid down in that provision must be
assessed by reference to the goods and services in respect of which registration is sought.

30 It then observed, in paragraph 27 of the judgment under appeal, that, in German, those words meant
universal telephone directory and universal communications directory and that they were properly formed in
accordance with the grammatical rules of the German language and composed of common German words. In
paragraph 28 of the judgment under appeal, it found that, in the present case, the combinations of the words
Telefonbuch and Kommunikationsverzeichnis designated the kind of goods and the intended use of the
services described in paragraphs 25 and 26 of the judgment under appeal and that they could therefore be
regarded as descriptive of those goods and services. In stating such reasons, it followed the interpretation of
Article 7(1)(c) of Regulation No 40/94 set out in paragraph 28 of this order.

31 Moreover, in finding, in paragraph 29 of the judgment under appeal, that, for registration of a descriptive
sign to be refused on the basis of Article 7(1)(c), it is sufficient that the sign is, in the eyes of the target
public, associated with the goods concerned or that it may be reasonably
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envisaged that such an association will be made in the future and in holding, in paragraph 30 of the judgment
under appeal, that the fact that there is currently no market for universal telephone or communication
directories does not alter the descriptive character of the words in question, the Court of First Instance did not
fail to give effect to the interpretation, which, as is clear from paragraph 28 of this order, must be given to
that provision.

32 In particular, contrary to what Telefon &amp; Buch claims, the Court of First Instance was correct to rely,
in paragraph 29 of the judgment under appeal, on Windsurfing Chiemsee, cited above, in which the Court of
Justice held, with respect to provisions identical to those of Article 7(1)(c) of Regulation No 40/94, that the
prohibition on the registration as Community trade marks of signs or indications which may serve to designate
characteristics of the goods or services in respect of which registration is sought pursues an aim which is in
the public interest, namely that descriptive signs or indications may be freely used by all (see, to that effect,
OHIM v Wrigley, cited above, paragraph 31).

33 The Court of First Instance therefore acted correctly and committed no error in law in finding on all those
grounds, in paragraph 31 of the judgment under appeal, that the target public could immediately and without
further reflection establish a specific and direct association between those words and the goods and services
covered by the applications for registration and, in paragraph 33 of the judgment under appeal, that those
applications were rightly rejected by the contested decisions on the basis of Article 7(1)(c) of Regulation No
40/94.

34 In reaching that conclusion, the Court of First Instance therefore did not rely on the fact that the words in
question are exclusively descriptive but on the fact that, in the minds of the target public, they designate or
are capable of designating characteristics of the goods and services in respect of which registration is sought.
Therefore, contrary to what Telefon &amp; Buch claims, it did not, in any event, find that Article 7(1)(c) of
Regulation No 40/94 applies only to signs and indications which are totally devoid of distinctive character.

35 By claiming that the Court of First Instance was mistaken as to the meaning of the words at issue, which
it ought to have regarded as indisputable neologisms which have several meanings and do not convey to the
average consumer a clear picture of the goods and services to which they refer, Telefon &amp; Buch in fact
merely challenges the Court of First Instance's assessment of the facts and does not point to any distortion of
the evidence contained in the case-file submitted to that court. However, that assessment is not a point of law
which is subject, as such, to review by the Court of Justice on appeal (Case C-104/00 P DKV v OHIM
[2002] ECR I-7561, paragraph 22).

36 Finally, contrary to what Telefon &amp; Buch claims, the Court of First Instance did not expressly find
that the words in question could have several meanings. The plea alleging that the Court of First Instance
gave contradictory reasons for its judgment in so far as it held that the words were descriptive even though it
had found that they could have several meanings must therefore be rejected.

37 In any event, even assuming that the judgment under appeal could be interpreted to the effect that the
Court of First Instance did not rule out the possibility that the words could have several meanings, it is clear
from paragraph 28 of this order that, for registration of a sign to be refused pursuant to Article 7(1)(c) of
Regulation No 40/94, it is sufficient that at least one of the possible meanings of that sign be descriptive.

38 It follows from all of the foregoing that Telefon &amp; Buch's appeal is manifestly unfounded and must
therefore be dismissed.
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Judgment of the Court (Sixth Chamber)
of 29 April 2004

Procter &amp; Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Appeal - Community trade mark - Article 7(1)(b) of Regulation (EC) No 40/94 -
Three-dimensional tablets for washing machine or dishwashers - Absolute ground for refusal to register

- Distinctive character. Joined cases C-473/01 P and C-474/01 P.

In Joined Cases C-473/01 P and C-474/01 P,

Procter &amp; Gamble Company, established in Cincinnati (United States), represented by C. van Nispen and
G. Kuipers, advocaten,

appellant,

TWO APPEALS against the judgments of the Court of First Instance of the European Communities (Second
Chamber) of 19 September 2001 in Case T-128/00 Procter &amp; Gamble v OHIM (square tablet with inlay)
[2001] ECR II-2785 and Case T-129/00 Procter &amp; Gamble v OHIM (rectangular tablet with inlay) [2001]
ECR II-2793, seeking to have those judgments set aside in part,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) , represented by D.
Schennen and C. Røhl Søberg, acting as Agents,

defendant at first instance,

THE COURT (Sixth Chamber),

composed of: V. Skouris, acting as the President of the Sixth Chamber, J.N. Cunha Rodrigues, J.-P.
Puissochet, R. Schintgen and F. Macken (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Mugica Arzamendi, Principal Administrator,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 2 October 2003, at which Procter &amp;
Gamble Company was represented by C. van Nispen and G. Kuipers, and the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) by D. Schennen and A. von Mühlendahl, acting as
Agent,

after hearing the Opinion of the Advocate General at the sitting on

6 November 2003,

gives the following

Judgment

Costs

65. Under Article 69(2) of the Rules of Procedure, which applies to the appeal procedure by virtue of Article
118 of those rules, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party's pleadings. As OHIM has applied for costs and Procter &amp; Gamble has been
unsuccessful, it must be ordered to pay the costs.

On those grounds,

THE COURT (Sixth Chamber)

© An extract from a JUSTIS database



62001J0473 European Court reports 2004 Page I-05173 2

hereby:

1. Dismisses the appeals;

2. Orders Procter &amp; Gamble Company to pay the costs.

1. By applications lodged at the Court Registry on 6 December 2001, Procter &amp; Gamble Company
(Procter &amp; Gamble') appealed pursuant to Article 49 of the EC Statute of the Court of Justice against the
judgments of the Court of First Instance of 19 September 2001 in Case T-128/00 Procter &amp; Gamble v
OHIM (Square tablet with inlay) [2001] ECR II-2785 (Case T-128/00') and Case T129/00 Procter &amp;
Gamble v OHIM (Rectangular tablet with inlay) [2001] ECR II-2793 (Case T129/00'), (together hereinafter
referred to as the judgments under appeal'), by which the Court of First Instance partially dismissed its actions
for annulment of the decisions of the Third Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM') of 8 March 2000 (Cases R506/19991 and R508/19991), which
had rejected its appeals against the refusal to register as Community trade marks three-dimensional tablets for
washing machines or dishwashers (the contested decisions').

2. By order of the President of the Court of Justice of 20 March 2003, Cases C473/01 P and C474/01 P were
joined for the purposes of the oral procedure and the judgment.

Legal framework

3. Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1) provides:

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

4. Article 7 of the regulation provides:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service; trade marks which consist
exclusively of signs or indications which have become customary in the current language or in the bona
fide and established practices of the trade;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

Facts of the case

5. On 7 October 1998 Procter &amp; Gamble applied to OHIM for registration as Community trade marks of
the three-dimensional shapes of two tablets, one square and the other rectangular, with chamfered edges,
bevelled or slightly rounded corners, speckles and inlays on the upper surface.

6. The products in respect of which registration is sought are in class 3 of the Nice Agreement
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concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps; perfumery, essential oils, cosmetics, hair
lotions; dentifrices'.

7. By decisions of 17 June 1999, the OHIM examiner refused the applications on the ground that the trade
marks for which registration was sought were devoid of distinctive character and for that reason could not be
registered on account of Article 7(1)(b) of Regulation No 40/94.

8. By the contested decisions, the Third Board of Appeal of OHIM upheld the examiner's decisions finding
that each of the marks for which registration was sought was devoid of any distinctive character for the
purposes of that provision.

9. The Board of Appeal pointed out, first, that it is clear from Article 4 of Regulation No 40/94 that the
shape of a product may be registered as a Community trade mark, provided that the shape displays certain
features that are sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product,
purely on the basis of its appearance, as emanating from a specific undertaking. Given the advantages offered
by products put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out
that Procter &amp; Gamble's competitors must also remain free to make such products using the simplest
geometrical shapes. The basic geometric shapes (square, round or rectangular) were the most obvious shapes
for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for the manufacture
of solid detergents. Finally, the Board of Appeal held that the use of shouldered' corners, bevelled edges,
concave centres and colours did not confer distinctive character on the trade marks for which registration is
sought.

Procedure before the Court of First Instance and the judgments under appeal

10. By applications lodged at the Registry of the Court of First Instance on 12 May 2000, Procter &amp;
Gamble brought two actions for annulment of the contested decisions.

11. In Case T-129/00, the Court of First Instance held that the Board of Appeal of OHIM had rightly found
that the three-dimensional trade mark for which registration is sought was devoid of any distinctive character
within the meaning of Article 7(1)(b) of Regulation No 40/94, and did so on the following grounds

47 As regards household goods, it is clear from Article 4 of Regulation No 40/94 that a product's shape falls
among the signs which may constitute a Community trade mark. However, the fact that a category of signs is,
in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

48 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

49 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree
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of distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

50 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

51 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

52 It is appropriate to point out that the household goods in respect of which the trade mark was sought in
the present case are widely used consumer goods. The public concerned, in the case of these goods, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably well
informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide and
Tusky [1998] ECR I-4657, paragraphs 30 to 32).

53 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and pattern of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

54 In order to ascertain whether the combination of the shape of the tablet at issue and its pattern may be
perceived by members of the public as an indication of origin, the overall impression produced by that
combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I6191, paragraph 23).
That is not incompatible with an examination of each of the product's individual features in turn.

55 Since the applicant has not claimed colour in the present case, the mark applied for cannot enable the
products to be identified by reference to their origin unless the average consumer, when he sees a rectangular
tablet with chamfered edges, speckles and a triangular inlay, will recognise it irrespective of its colour and
associate all products presented in that way with the same origin.

56 The three-dimensional shape for which registration has been sought ... is one of the basic geometrical
shapes and is an obvious one for a product intended for use in washing machines or dishwashers. The slightly
rounded corners of the tablet are dictated by practical considerations and are not likely to be perceived by the
average consumer as a distinctive feature of the shape claimed, capable of distinguishing it from other
washing machine or dishwasher tablets. Likewise, the chamfered edges are a barely perceptible variant on the
basic shape and have no impact on the overall impression made by the tablet.

57 As regards the presence of speckles and a darker triangular inlay in the centre of the tablet, it is
appropriate to examine, first, the applicant's claim that the Board of Appeal failed to consider the speckles.
Although it is the case that the Board of Appeal did not specifically consider them
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in the contested decision, it nevertheless remarked, when dealing with the... inlay, that the use of different
colours was commonplace for the goods in question... That statement demonstrates that the Board of Appeal
took the view that the speckles were not capable of rendering the mark applied for distinctive, since what was
involved was a commonplace feature. The contested decision is therefore sufficiently reasoned in that regard.

58 Further, the public concerned is used to seeing light and dark features in detergent preparations. Powder,
the form in which such products are traditionally presented, is usually very light grey or beige and appears
almost white. As the applicant itself explained at the hearing, powder often contains particles of one or more
colours, which may be darker or lighter than the product's basic colour. The advertising carried out by the
applicant and other manufacturers of detergents tends to highlight the fact that those particles indicate the
presence of various active ingredients. Those particles thus suggest certain qualities, although that does not
mean that they can be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94.
However, it does not follow from the fact that that ground of refusal is inapplicable that light and dark
features necessarily confer a distinctive character on the mark applied for. Where, as in the present case, the
target sector of the public sees the presence of light and dark features as a suggestion that the product has
certain qualities, and not as an indication of its origin, there is no distinctive character.

59 As regards the fact that, as well as the speckles, the tablet at issue features a[n]... inlay in the centre of its
upper surface, the Board of Appeal's finding that the presence of such an inlay is not sufficient for the tablet's
appearance to be perceived as indicative of the product's origin is justified. Where various ingredients are to
be combined in a washing machine or dishwashing product in tablet form, adding an inlay to the middle of
the tablet is one of the most obvious solutions. The fact that the inlay consists of a slight depression in the
tablet's centre does not change the tablet's appearance significantly and is therefore not likely to influence
consumers' perception.

60 Nor is the fact that a... shape has been selected for the inlay sufficient to confer distinctiveness on the
mark applied for. Associating two basic geometric shapes in such a way as is seen in the tablet at issue is one
of the most obvious variations on the get-up of the product concerned. In the absence of any additional
features, capable of having an impact on consumers' perception, that combination of shapes does not enable
the public concerned to distinguish the products presented in that way from those having a different trade
origin.

61 The fact that consumers may nevertheless get into the habit of recognising the product from such a
combination of shapes is not enough, on its own, to preclude the ground for refusal based on Article 7(1)(b)
of Regulation No 40/94. Such a development in the public's perception of the sign, if proved, may be taken
into account only for the purposes of Article 7(3) of Regulation No 40/94.

62 It does not matter in that regard that the specific combination of geometric shapes mentioned above is not
currently used for washing machine or dishwasher products....

63 Given the overall impression created by the combination of the shape and pattern of the tablet in question,
the mark applied for does not enable consumers to distinguish the products concerned from those having a
different trade origin when they come to select a product for purchase.

64 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual
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registration.

...

68 It follows that the Board of Appeal was right to hold that the threedimensional mark applied for is devoid
of any distinctive character as regards products falling within class 3 of the Nice Agreement and
corresponding to the following description: washing and bleaching preparations and other substances for
laundry use; cleaning, polishing, scouring and abrasive preparations; preparations for the washing, cleaning and
care of dishes; soaps.'

1 2. The Court of First Instance reached the same conclusion in Case T128/00. Paragraphs 47 to 68 of that
judgment are couched in essentially the same terms as paragraphs 47 to 68 of the judgment in Case T-129/00,
which are set out in the preceding paragraph.

13. Therefore, by the judgments under appeal the Court of First Instance partially dismissed the actions
brought by Procter &amp; Gamble against the contested decisions.

The appeals

14. In its appeals Procter &amp; Gamble claims that the judgments under appeal should be set aside in part
and that OHIM should be ordered to pay the costs.

15. OHIM contends that the appeals should be dismissed and that Procter &amp; Gamble should be ordered to
pay the costs.

16. In support of its appeals, Procter &amp; Gamble maintains that the Court of First Instance made an error
of law in its interpretation of Article 7(1)(b) of Regulation No 40/94. That single plea in law is subdivided, in
essence, into five parts relating to:

- the distinctive character of the trade marks for which registration is sought;

- the need to consider the trade mark as a whole;

- the assessment of the average consumer's level of attention;

- the date by reference to which the distinctive character of the trade marks should be assessed; and

- the criterion concerning use of a trade mark.

17. OHIM contends that in the judgments under appeal the Court of First Instance did not make an error of
law in its interpretation and application of Article 7(1)(b) of Regulation No 40/94.

The first part of the plea: the distinctive character of a trade mark

Arguments of the parties

18. By the first part of its plea, Procter &amp; Gamble submits that the question whether the geometrical
shape of the product is an obvious one is not relevant. Nor is it relevant whether the slightly rounded corners
or bevelled edges of the tablets in question are likely to be perceived by the average consumer as a distinctive
feature of the shape for which registration as a trade mark is sought, capable of distinguishing them from
other washing machine or dishwasher tablets. The right question is whether the shape of the tablets, their
slightly rounded corners, their bevelled edges or their chamfered sides were, at the material time, already part
of the usual get-up of tablets on the market and, if they were not, whether the difference was perceptible,
rendering it apt to confer distinctive character on the marks.

19. As regards more specifically the speckles, Procter &amp; Gamble claims that even if the speckles, taken
as an individual feature, do not give an indication of the tablets' origin, they are part
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of the overall get-up and contribute to the distinctive character of the marks. Procter &amp; Gamble maintains
that, contrary to the finding of the Court of First Instance, the square or triangular inlays on the upper surface
of these tablets are not obvious solutions but perceptibly alter the tablets' appearance and therefore at least
play a part in influencing the way in which the consumer perceives them.

20. The Court of First Instance held that the inability of the trade marks for which registration is sought to
indicate the product's origin was not affected by how many similar tablets were already on the market. Procter
&amp; Gamble submits, however, that if there were no similar tablets on the market at the material time, the
get-ups of the tablets concerned were perceptibly different and were therefore distinctive.

21. OHIM contends that the Court of First Instance correctly applied the criteria in Article 7(1)(b) of
Regulation No 40/94 for assessing whether a trade mark is distinctive, both as regards the relevant public and
as regards the products in question, since distinctive character must be assessed by reference to the specific
nature of the product. The Court of First Instance also examined each mark as a whole, with due regard to
each of its components, its function and the way in which it would be perceived by the relevant consumers.
Furthermore, OHIM submits that the Court of First Instance rightly refused to take into account whether
Procter &amp; Gamble, or its competitors, actually used the same or similar washing machine or dishwasher
tablets at the date on which the trade-mark applications were filed.

22. As regards distinctive character, OHIM maintains that a trade mark has distinctive character if it allows
the products or services claimed to be distinguished as to their trade origin and not as to their properties or
characteristics. That interpretation of distinctiveness, which was adopted by the Court of First Instance, is the
only interpretation which is compatible both with the wording of Article 7(1)(b) of Regulation No 40/94 and
with the meaning and function of a trade mark.

23. For OHIM, the Court of First Instance's finding that the perception of the relevant public is not
necessarily the same in relation to a three-dimensional trade mark consisting of the shape of the product itself
as it is in relation to a word mark is of particular importance in this instance. Whilst the public is used to
recognising word marks instantly as signs identifying the product, the same is not necessarily true where the
sign is indistinguishable from the appearance of the product itself.

24. The mere shape of the product, in the absence of other elements which typically are used as signs - such
as engraved words - will not, as a general rule, be perceived by the average consumer from the outset as
being a trade mark, unless the shape has some striking feature. It is therefore necessary to define what the
striking feature is which confers distinctiveness on the shape of a product, and to do so by reference to the
functions performed by trade marks. A positive definition could be that the shape must be sufficiently fanciful,
arbitrary or unusual. A negative definition would be that commonplace, obvious or unremarkable shapes and/or
combinations of shapes and colours are devoid of any distinctive character.

25. In this instance, the overall impression given by the tablets at issue is, in each of the cases culminating in
the judgments under appeal, of a non-distinctive sign. None of these tablets possesses distinctive features
which would allow an average consumer to associate it with a particular manufacturer, unless there were
massive advertising and/or use, in other words unless Article 7(3) of Regulation No 40/94 applied.

26. The test proposed by Procter &amp; Gamble - by virtue of which it is necessary, first, to ascertain what
is the usual get-up of the relevant product on the market and, second, to determine whether, from the
consumer's point of view, the shape of the trade mark for which registration is
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applied is perceptibly different - means in effect that a three-dimensional mark should be registered if it meets
just one condition, namely that it is different from any other shape, which is contrary to Article 7(1)(b) of
Regulation No 40/94.

27. That test in fact amounts to imposing, for the registration of trade marks, the same conditions as those
which must be met if a design is to be registered. Although OHIM acknowledges that one and the same item
may be protected under different systems of industrial property law, it is of the utmost importance to apply
the definitions and conditions corresponding to the protection pertaining to each of those systems separately.

Findings of the Court

28. Under Article 4 of Regulation No 40/94 a Community trade mark may consist of any signs capable of
being represented graphically, provided that such signs are capable of distinguishing the products or services
of one undertaking from those of other undertakings.

29. It is clear from Article 4 that both a product's shape and its colours fall among the signs which may
constitute a Community trade mark. Therefore, a sign consisting of the three-dimensional shape of a square or
rectangular tablet for washing machines or dishwashers, with chamfered edges, bevelled or slightly rounded
corners, speckles and an inlay on the upper surface may, in principle, constitute a trade mark, provided that
the two conditions mentioned in the preceding paragraph are met.

30. However, as the Court of First Instance rightly pointed out in paragraph 47 of the judgments under
appeal, the fact that a sign is, in general, capable of constituting a trade mark within the meaning of Article 4
of Regulation No 40/94 does not mean that the sign necessarily has distinctive character for the purposes of
Article 7(1)(b) of the regulation in relation to a specific product or service.

31. Under the last-mentioned provision, trade marks which are devoid of any distinctive character are not to
be registered.

32. For a trade mark to possess distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94, it must serve to identify the product in respect of which registration is applied for as originating from a
particular undertaking, and thus to distinguish that product from those of other undertakings (see, in relation to
Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the
Member States relating to trade marks (OJ 1989 L 40, p. 1), a provision which is identical to Article 7(1)(b),
Joined Cases C-53/01 to C55/01 Linde and Others [2003] ECR I-3161, paragraph 40).

33. That distinctive character must be assessed, first, by reference to the products or services in respect of
which registration has been applied for and, second, by reference to the perception of the relevant public,
which consists of average consumers of the products or services in question, who are reasonably well
informed and reasonably observant and circumspect (see, inter alia, Linde , paragraph 41, and Case C363/99
Koninklijke KPN Nederland [2004] ECR I0000, paragraph 34).

34. It is apparent from the grounds of the judgments under appeal that the Court of First Instance did not
make an error of law in its interpretation of Article 7(1)(b) of Regulation No 40/94.

35. The Court of First Instance, in accordance with the settled case-law of the Court of Justice, assessed
whether the trade marks at issue were devoid of any distinctive character by reference, first, to the products or
services in respect of which their registration was sought, and, second, by reference to the perception of the
relevant public, which consists, in this case, of all consumers.

36. The Court of First Instance was also correct in stating that the criteria for assessing the distinctive
character of three-dimensional shape-of-products marks are no different from those applicable
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to other categories of trade mark. It none the less observed that, for the purpose of applying those criteria, the
relevant public's perception is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and colours of the product itself as it is in relation to a word or figurative mark consisting of a sign
which is independent from the appearance of the products it denotes. Average consumers are not in the habit
of making assumptions about the origin of products on the basis of their shape or the shape of their packaging
in the absence of any graphic or word element and it could therefore prove more difficult to establish
distinctiveness in relation to such a three-dimensional mark than in relation to a word or figurative mark (see,
to that effect, Linde , paragraph 48, and Case C218/01 Henkel [2004] ECR I0000, paragraph 52).

37. In those circumstances, the more closely the shape for which registration is sought resembles the shape
most likely to be taken by the product in question, the greater the likelihood of the shape being devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94. Only a trade mark which
departs significantly from the norm or customs of the sector and thereby fulfils its essential function of
indicating origin, is not devoid of any distinctive character for the purposes of that provision (see, in relation
to the identical provision in Article 3(1)(b) of First Directive 89/104, Henkel , paragraph 49).

38. It follows that, in holding that the trade marks for which registration is sought are devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94, the Court of First Instance
did not make an error of law in relation to either that provision or the relevant case-law of the Court of
Justice.

39. The actual application by the Court of First Instance of those criteria to these cases involves findings of a
factual nature. The Court of First Instance has exclusive jurisdiction to make findings of fact, save where a
substantive inaccuracy in its findings is attributable to the documents submitted to it, and to appraise those
facts. That appraisal thus does not, save where the clear sense of the evidence produced to it has been
distorted, constitute a point of law which is subject, as such, to review by the Court of Justice on appeal (see
Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22).

40. In this instance, there is nothing in the findings made by the Court of First Instance to suggest that the
evidence produced to it was distorted.

41. In view of the foregoing, the first part of the plea, which relates to the distinctive character of a trade
mark, must be rejected as unfounded.

The second part of the plea: the need to consider the trade mark as a whole

Arguments of the parties

42. By the second part of its plea, Procter &amp; Gamble submits that, in assessing whether the combination
of the shapes and constituent features of the tablets concerned may be perceived by the relevant public as an
indication of the tablets' origin, the Court of First Instance did not actually analyse the overall impression
produced by that combination, as the case-law requires it to do. It comprehensively examined each of those
features and based its subsequent conclusions on that examination but it did not really analyse the overall
impression produced by the specific combinations concerned.

43. OHIM challenges this part of the plea, maintaining that the Court of First Instance correctly considered
the trade marks in question as a whole, although it confirmed, also quite correctly, that that approach does not
preclude starting with a separate analysis of each of the individual components of the marks. OHIM, which
itself carries out an analysis of that kind, contends that the overall impression given by each of the trade
marks concerned is of a sign which is not distinctive.
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Findings of the Court

44. As the Court has consistently held, the average consumer normally perceives a mark as a whole and does
not proceed to analyse its various details (see SABEL , paragraph 23, and Lloyd Schuhfabrik Meyer ,
paragraph 25). Thus, in order to assess whether or not a trade mark has any distinctive character, the overall
impression given by it must be considered (see SABEL , paragraph 23, and, in relation to a word mark, DKV
v OHIM , paragraph 24).

45. That does not mean, however, that the competent authority, responsible for ascertaining whether the trade
mark for which registration is sought - in this instance the graphic representation of a combination of the
shape of a washing machine or dishwasher tablet and its constituent features - is capable of being perceived
by the public as an indication of origin, may not first examine each of the individual features of the get-up of
that mark in turn. It may be useful, in the course of the competent authority's overall assessment, to examine
each of the components of which the trade mark concerned is composed.

46. In this instance, the Court of First Instance, having examined each of those components separately, then
assessed - as is clear from paragraphs 54 to 63 of the judgments under appeal - the overall impression
deriving from the shape and other component features of the tablets concerned, as described in paragraph 29
above, in the way required by the case-law referred to in paragraph 44 of this judgment.

47. It follows that there is nothing in the judgments under appeal to suggest that the Court of First Instance
failed to base its assessment of the distinctive character of the trade marks for which registration is sought on
the overall impression which they produce.

48. Therefore, the second part of the plea, which relates to the need to consider the trade mark as a whole,
must be rejected.

The third part of the plea: the assessment of the average consumer's level of attention

Arguments of the parties

49. By the third part of its plea, Procter &amp; Gamble recalls that, at the date on which the relevant
trade-mark applications were filed, dishwasher tablets and, more particularly, washing machine tablets were not
everyday consumer products and that at that time they were at the top end of the market concerned. In those
circumstances, Procter &amp; Gamble maintains that, contrary to the Court of First Instance's finding, the
level of attention paid by the average consumer of those products to their get-up was high.

50. In any event, Procter &amp; Gamble adds that it does not understand why the consumer's level of
attention should not be high' in relation to everyday consumer products. The everyday use of such products
continually draws the consumer's attention to their get-up and hence is conducive to their receiving a high
level of attention.

51. OHIM contends that in the judgments under appeal the Court of First Instance defined the relevant public
as consisting of average consumers, who are reasonably well informed and reasonably observant and
circumspect, and described the products in question as everyday consumer products. In that regard, OHIM
submits that what is important is that washing machine or dishwasher tablets are intended to be used every
day by any consumer whatsoever. The fact that the tablets concerned are more expensive than washing or
dishwashing products in powder form and that they are products new to the market does not mean that they
are products at the top end of the market, to which consumers pay great attention.

52. Furthermore, OHIM submits that it is important to be aware of how the tablets concerned are sold, how
they differ from other forms of washing or dishwashing products, what their advantages are as against those
other products, and how they are actually used in the washing process. At
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no point in the tablets' application will the consumer feel the need or the urge to ask himself further questions
about their shape or external appearance.

Findings of the Court

53. On this point, the Court of First Instance's finding in paragraph 53 of the judgments under appeal that,
since washing machine and dishwasher tablets are everyday consumer products, the level of attention paid by
the average consumer to their shape and pattern is not high is a finding of fact, which, as has been recalled in
paragraph 39 of this judgment, is not subject to review by the Court of Justice on appeal where, as in this
instance, it does not entail a distortion of the factual evidence produced to the Court of First Instance.

54. In those circumstances, the third part of the plea, which relates to the assessment of the average
consumer's level of attention, must also be rejected.

The fourth part of the plea: the date by reference to which the distinctive character of a trade mark must be
assessed

Arguments of the parties

55. By the fourth part of its plea, Procter &amp; Gamble claims that the Court of First Instance was wrong
not to adjudicate on the question concerning the date by reference to which it is appropriate to assess the
distinctive character of the trade marks for which registration is sought. In its submission, it is appropriate in
this case to ascertain what was the usual get-up of washing-machine and dishwasher tablets on the market at
the date on which the various trade-mark applications were filed and to determine whether, from the
consumer's point of view, the get-up of the trade marks for which registration is applied is perceptibly
different.

56. OHIM argues that in the judgments under appeal the Court of First Instance did not find it necessary to
adjudicate on this point because, even at the date on which the applications for registration were filed, the
trade marks in question lacked distinctiveness. In any event, the conditions for registration of a Community
trade mark must, in its submission, be met both at the date of filing and again at the date of registration.

Findings of the Court

57. As is clear from paragraph 32 of this judgment, a trade mark has distinctive character for the purposes of
Article 7(1)(b) of Regulation No 40/94 if it serves to distinguish the products or services in respect of which
registration is applied from those of other undertakings.

58. In this case, the Court of First Instance was correct in finding, in paragraph 64 of the judgments under
appeal, that it was not necessary to decide which was the relevant date for the assessment of whether the
trade marks had distinctive character for the purposes of that provision, since it had found that the marks for
which registration was sought were not capable of identifying the origin of the products concerned and that
that finding was not affected by how many similar tablets were already on the market.

59. In those circumstances, the Court of First Instance did not make an error of law in finding that there was
no need for it to decide by reference to which of the two dates the assessment of the distinctive character of
the trade marks in question should be carried out.

60. The fourth part of the plea, which relates to the date by reference to which the distinctive character of a
trade mark should be assessed, must therefore also be rejected as unfounded.

The fifth part of the plea: the criterion concerning use of a trade mark

Arguments of the parties
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61. By the fifth part of its plea, Procter &amp; Gamble submits that the public's habit of perceiving the shape
and pattern of a tablet as indicative of a product's origin, a habit which may be created by the use of, or
advertising for, other signs, is within the ambit of Article 7(1)(b) of Regulation 40/94 and not that of Article
7(3) of the regulation.

62. OHIM contends that the question whether a trade mark has acquired distinctiveness through use arises
solely under Article 7(3) of Regulation No 40/94.

Findings of the Court

63. It is sufficient to state in this connection that such an argument is ineffective, since, as is apparent from
paragraphs 31 to 38 of this judgment, the Court of First Instance correctly applied Article 7(1)(b) of
Regulation No 40/94 and stated, without making any error of law, that the trade marks for which registration
was applied were devoid of any distinctive character.

64. It follows from all of the foregoing that the appeals are unfounded and must therefore be dismissed.
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Judgment of the Court (Sixth Chamber)
of 29 April 2004

Procter &amp; Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM). Appeal - Community trade mark - Article 7(1)(b) of Regulation (EC) No 40/94 -
Three-dimensional tablets for washing machines or dishwashers - Absolute ground for refusal to register

- Distinctive character. Joined cases C-468/01 P to C-472/01 P.

In Joined Cases C-468/01 P to C-472/01 P,

Procter &amp; Gamble Company, established in Cincinnati (United States), represented by C. van Nispen and
G. Kuipers, advocaten,

appellant,

FIVE APPEALS against the judgments of the Court of First Instance of the European Communities (Second
Chamber) of 19 September 2001 in Case T-117/00 Procter &amp; Gamble v OHIM (Square tablet, white and
pale green) [2001] ECR II-2723, Case T-118/00 Procter &amp; Gamble v OHIM (Square tablet, white with
green speckles and pale green) [2001] ECR II-2731, Case T-119/00 Procter &amp; Gamble v OHIM (Square
tablet, white with yellow and blue speckles) [2001] ECR II-2761, Case T-120/00 Procter &amp; Gamble v
OHIM (Square tablet, white with blue speckles) [2001] ECR II-2769, and Case T-121/00 Procter &amp;
Gamble v OHIM (Square tablet, white with green and blue speckles) [2001] ECR II-2777, seeking to have
those judgments set aside,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and C. Røhl Søberg, acting as Agents,

defendant at first instance,

THE COURT (Sixth Chamber),

composed of V. Skouris, acting as the President of the Sixth Chamber, J.N. Cunha Rodrigues, J.-P. Puissochet,
R. Schintgen and F. Macken (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Mugica Arzamendi, Principal Administrator,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 2 October 2003, at which Procter &amp;
Gamble Company was represented by C. van Nispen and G. Kuipers and the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) by D. Schennen and A. von Mühlendahl, acting as
Agent,

after hearing the Opinion of the Advocate General at the sitting on

6 November 2003,

gives the following

Judgment

Costs

65. Under Article 69(2) of the Rules of Procedure, which applies to the appeal procedure by virtue of Article
118 of those rules, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party's pleadings. As OHIM has applied for costs and Procter &amp; Gamble has been
unsuccessful, it must be ordered to pay the costs.
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On those grounds,

THE COURT (Sixth Chamber)

hereby:

1. Dismisses the appeals;

2. Orders Procter &amp; Gamble Company to pay the costs.

1. By applications lodged at the Court Registry on 6 December 2001, Procter &amp; Gamble Company
(Procter &amp; Gamble') appealed pursuant to Article 49 of the EC Statute of the Court of Justice against the
judgments of the Court of First Instance of 19 September 2001 in Case T-117/00 Procter &amp; Gamble v
OHIM (Square tablet, white and pale green) [2001] ECR II-2723 (Case T-117/00'), Case T118/00 Procter
&amp; Gamble v OHIM (Square tablet, white with green speckles and pale green) [2001] ECR II-2731 (Case
T-118/00'), Case T-119/00 Procter &amp; Gamble v OHIM (Square tablet, white with yellow and blue
speckles) [2001] ECR II-2761(Case T-119/00'), Case T120/00 Procter &amp; Gamble v OHIM (Square tablet,
white with blue speckles) [2001] ECR II-2769 (Case T-120/00'), and Case T-121/00 Procter &amp; Gamble v
OHIM (Square tablet, white with green and blue speckles) [2001] ECR II-2777 (Case T-121/00') (hereinafter
together referred to as the judgments under appeal'), by which the Court of First Instance dismissed its actions
for annulment of the decisions of the Third Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM') of 29 February, 3 and 8 March 2000 (Cases R-509/1999-1,
R-516/19991, R519/19991, R520/1999-1 and R-529/1999-1), which had rejected its appeals against the refusal
to register as Community trade marks three-dimensional tablets for washing machines or dishwashers (the
contested decisions').

2. By order of the President of the Court of Justice of 20 March 2003, Cases C468/01 P to C-472/01 P were
joined for the purposes of the oral procedure and the judgment.

Legal background

3. Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1) provides:

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

4. Article 7 of the regulation provides:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service; trade marks which consist
exclusively of signs or indications which have become customary in the current language or in the bona
fide and established practices of the trade;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has
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been made of it.'

Facts of the case

5. On 13 October 1998 Procter &amp; Gamble applied to OHIM for registration as Community trade marks
of the following three-dimensional shapes, which were presented as square tablets with slightly rounded edges
and corners:

- a square tablet consisting of two layers, one white and the other pale green (Case C-468/01 P);

- a square tablet consisting of two layers, one white with green speckles and the other pale green (Case
C-469/01 P);

- a square white tablet with yellow and blue speckles (Case C470/01 P);

- a square white tablet with blue speckles (Case C-471/01 P), and

- a square white tablet with green and blue speckles (Case C472/01 P).

6. The products in respect of which registration is sought are in class 3 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purpose of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the description: washing and bleaching preparations and
other substances for laundry use; cleaning, polishing, scouring and abrasive preparations; preparations for the
washing, cleaning and care of dishes; soaps'.

7. By decisions of 17 June 1999, the OHIM examiner refused the applications on the ground that the trade
marks for which registration had been applied were devoid of distinctive character and for that reason could
not be registered on account of Article 7(1)(b) of Regulation No 40/94.

8. By the contested decisions, the Third Board of Appeal of OHIM upheld the examiner's decisions finding
that each of the marks for which registration was sought was devoid of any distinctive character for the
purposes of that provision.

9. The Board of Appeal pointed out, first, that it is clear from Article 4 of Regulation No 40/94 that the
shape of a product may be registered as a Community trade mark, provided that the shape displays certain
features that are sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product,
purely on the basis of its appearance, as emanating from a specific undertaking. Given the advantages offered
by products put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out
that Procter &amp; Gamble's competitors must also remain free to make such products using the simplest
geometrical shapes. The basic geometric shapes (square, round, triangular or rectangular) were the most
obvious shapes for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for
the manufacture of solid detergents. Finally, the Board of Appeal held that the colours of the trade marks
concerned did not confer distinctive character on them.

Procedure before the Court of First Instance and the judgments under appeal

10. By applications lodged at the Registry of the Court of First Instance on 3 May 2000, Procter &amp;
Gamble brought five actions for annulment of the contested decisions.

11. In Case T-118/00, the Court of First Instance held that the OHIM Board of Appeal had rightly concluded
that the three-dimensional trade mark for which registration is sought was devoid of any distinctive character
within the meaning of Article 7(1)(b) of Regulation No 40/94, and did so on the following grounds.

52 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours fall among
the signs which may constitute a Community trade mark. However, the fact that a category of signs is, in
general, capable of constituting a trade mark does not mean that signs belonging
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to that category necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94 in relation to a specific product or service.

53 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

54 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

55 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

56 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

57 It is appropriate to point out that the products in respect of which the trade mark was sought in the
present case are widely used consumer goods. The public concerned, in the case of these products, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

58 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and colours of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

59 In order to ascertain whether the combination of the shape of the tablet at issue and the arrangement of its
colours may be perceived by members of the public as an indication of origin, the overall impression
produced by that combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191,
paragraph 23). That is not incompatible with an examination of each of the product's individual features in
turn.
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60 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets.

61 As to the tablet's two layers, one of which is white with green speckles and the other green, the public
concerned is used to seeing different colour features in detergent preparations.... The coloured particles thus
suggest certain qualities, although that does not mean that they can be regarded as a descriptive indication in
terms of Article 7(1)(c) of Regulation No 40/94. However, it does not follow from the fact that that ground
for refusal is inapplicable that the coloured elements necessarily confer a distinctive character on the mark
applied for. Where, as in the present case, the target sector of the public sees the presence of coloured
elements as a suggestion that the product has certain qualities, and not as an indication of its origin, there is
no distinctive character. The fact that consumers may nevertheless get into the habit of recognising the product
from its colours is not enough, on its own, to preclude the ground for refusal based on Article 7(1)(b) of
Regulation No 40/94. Such a development in the public's perception of the sign, if proved, may be taken into
account only for the purposes of Article 7(3) of Regulation No 40/94.

...

63 Second, the Board of Appeal's finding that the presence of a coloured layer and speckles is not sufficient
for the tablet's appearance to be perceived as indicative of the product's origin is justified. Where various
ingredients are to be combined in a washing machine or dishwashing product in tablet form, adding speckles
or layers is one of the most obvious solutions.

64 As regards the use of the colour green, it must be observed that the use of basic colours, such as blue or
green, is commonplace and is even typical of detergents. The use of other basic colours, such as red or
yellow, is one of the most obvious variations on the typical design of these products. The same is true of the
various shades of those colours. For that reason, the applicant's argument that the mark applied for is
distinctive because one of the layers of the tablet is pale green must be dismissed

65 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

66 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour another basic colour either as a layer in
the tablet or as speckles. The ensuing differences in the appearance of the various tablets are not sufficient to
enable each of those tablets to function as an indication of the product's origin, inasmuch as those differences
are, as in the present case, obvious variations on the product's basic shapes.

67 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for does not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

68 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.
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...

73 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape and colours of the tablet at issue available, it must be observed that the absolute grounds for refusal
set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to
prevent the grant to one operator alone of exclusive rights which could hinder competition on the market for
the goods or services concerned (see, as regards the ground of refusal relating to the descriptive nature of the
sign, the judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). However, the interest that competitors of an applicant for a
three-dimensional mark consisting of the product's design may have in being able freely to choose shapes and
colours for their own products is not in itself a ground for refusing registration of such a mark, nor a criterion
sufficient in itself for the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No
40/94, in excluding the registration of signs devoid of any distinctive character, protects any interest there may
be in keeping available various alternatives for a product's design only to the extent to which the design of
the product in respect of which registration is sought is not capable, a priori and irrespective of the use made
of it within the meaning of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to
say, of enabling the public concerned to distinguish the product concerned from those having a different trade
origin.

74 Although the Board of Appeal gave considerable weight, in the contested decision, to considerations
relating to the interest in preventing trade mark law from giving rise to a monopoly on a product, it does not,
however, follow that in this case the Board failed to have due regard to the criteria applicable in assessing the
distinctiveness of the mark applied for. In paragraph 11 of the contested decision, the Board of Appeal states
that a product's shape may be registered as a Community trade mark provided that the shape displays certain
features that are sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product,
purely on the basis of its appearance, as emanating from a specific undertaking. Thus it applied in substance a
criterion consonant with the principles set out above.'

12. The Court of First Instance reached the same conclusion in the other four judgments under appeal.
Paragraphs 51 to 73 of the judgment in Case T117/00 are couched in essentially the same terms as paragraphs
52 to 74 of the judgment in Case T118/00, which are set out in the preceding paragraph. Likewise, paragraphs
51 to 71 of the judgments in Cases T-119/00 to T-121/00 are couched in essentially the same terms as
paragraphs 52 to 61 and 64 to 74 of the judgment in Case T-118/00.

13. Therefore, by the judgments under appeal the Court of First Instance dismissed the actions brought by
Procter &amp; Gamble against the contested decisions.

The appeals

14. In its appeals Procter &amp; Gamble claims that the judgments under appeal should be set aside and that
OHIM should be ordered to pay the costs.

15. OHIM contends that the appeals should be dismissed and that Procter &amp; Gamble should be ordered to
pay the costs.

16. In support of its appeals, Procter &amp; Gamble maintains that the Court of First Instance made an error
of law in its interpretation of Article 7(1)(b) of Regulation No 40/94. That single plea in law is subdivided, in
essence, into five parts relating to:

- the distinctive character of the trade marks for which registration is sought;

- the need to consider the trade mark as a whole;

- the assessment of the consumer's level of attention;
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- the date by reference to which distinctive character of the marks concerned should be assessed; and

- the criterion concerning use of a trade mark.

17. OHIM contends that in the judgments under appeal the Court of First Instance did not make an error of
law in its interpretation and application of Article 7(1)(b) of Regulation No 40/94.

The first part of the plea: the distinctive character of a trade mark

Arguments of the parties

18. By the first part of its plea, Procter &amp; Gamble submits that the question whether the geometrical
shape of the product is an obvious one is not relevant. Nor is it relevant whether the slightly rounded corners
of the tablets in question are likely to be perceived by the average consumer as a distinctive feature of the
shape for which registration as a trade mark is sought, capable of distinguishing them from other washing
machine or dishwasher tablets. The right question is whether the shape of the tablets, their slightly rounded
corners, the colours used and the pattern (speckles or layers) were at the material time already part of the
usual get-up of tablets on the market and, if they were not, whether the difference was perceptible, rendering
it apt to confer distinctive character on the marks.

19. As regards, more specifically, the coloured features of the tablets concerned, Procter &amp; Gamble
claims that even if the colours, taken individually, do not give an indication of the tablets' origin, they are
part of the overall get-up and contribute to the distinctive character of the marks. Furthermore, contrary to the
finding of the Court of First Instance, combinations of basic colours and the various shades thereof can
constitute a valid trade mark for a whole category of products (such as detergents).

20. The Court of First Instance held that the inability of the trade marks for which registration is sought to
indicate the product's origin was not affected by how many similar tablets were already on the market. Procter
&amp; Gamble submits, however, that if there were no similar tablets on the market at the material time, the
get-ups of the tablets concerned were perceptibly different and were therefore distinctive.

21. OHIM contends that the Court of First Instance correctly applied the criteria in Article 7(1)(b) of
Regulation No 40/94 for assessing whether a trade mark is distinctive, both as regards the relevant public and
as regards the products in question, since distinctive character must be assessed by reference to the specific
nature of the product. The Court of First Instance also examined each mark as a whole, with due regard to
each of its components, its function and the way in which it would be perceived by the relevant consumers.
Furthermore, OHIM submits that the Court of First Instance rightly refused to take into account whether
Procter &amp; Gamble, or its competitors, actually used the same or similar washing machine or dishwasher
tablets at the date on which the trade-mark applications were filed.

22. As regards distinctive character, OHIM maintains that a trade mark has distinctive character if it allows
the products or services claimed to be distinguished as to their trade origin and not as to their properties or
characteristics. That interpretation of distinctiveness, which was adopted by the Court of First Instance, is the
only interpretation which is compatible both with the wording of Article 7(1)(b) of Regulation No 40/94 and
with the meaning and function of a trade mark.

23. For OHIM, the Court of First Instance's finding that the perception of the relevant public is not
necessarily the same in relation to a three-dimensional trade mark consisting of the shape of the product itself
as it is in relation to a word mark is of particular importance in this instance. Whilst the public is used to
recognising word marks instantly as signs identifying the product,
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the same is not necessarily true where the sign is indistinguishable from the appearance of the product itself.

24. The mere shape of the product, in the absence of other elements which typically are used as signs - such
as engraved words - will not, as a general rule, be perceived by the average consumer from the outset as
being a trade mark, unless the shape has some striking feature. It is therefore necessary to define what the
striking feature is which confers distinctiveness on the shape of a product, and to do so by reference to the
functions performed by trade marks. A positive definition could be that the shape must be sufficiently fanciful,
arbitrary or unusual. A negative definition would be that commonplace, obvious or unremarkable shapes and/or
combinations of shapes and colours are devoid of any distinctive character.

25. In this instance, the overall impression given by the tablets at issue is, in each of the cases culminating in
the judgments under appeal, of a non-distinctive sign. None of these tablets possesses distinctive features
which would allow an average consumer to associate it with a particular manufacturer, unless there were
massive advertising and/or use, in other words unless Article 7(3) of Regulation No 40/94 applied.

26. The test proposed by Procter &amp; Gamble - by virtue of which it is necessary, first, to ascertain what
is the usual get-up of the relevant product on the market and, second, to determine whether, from the
consumer's point of view, the shape of the trade mark for which registration is sought is perceptibly different
- means in effect that a three-dimensional mark should be registered if it meets just one condition, namely that
it is different from any other shape, which is contrary to Article 7(1)(b) of Regulation No 40/94.

27. That test in fact amounts to imposing, for the registration of trade marks, the same conditions as those
which must be met if a design is to be registered. Although OHIM acknowledges that one and the same item
may be protected under different systems of industrial property law, it is of the utmost importance to apply
the definitions and conditions corresponding to the protection pertaining to each of those systems separately.

Findings of the Court

28. Under Article 4 of Regulation No 40/94 a Community trade mark may consist of any signs capable of
being represented graphically, provided that such signs are capable of distinguishing the products or services
of one undertaking from those of other undertakings.

29. It is clear from Article 4 that both a product's shape and its colours fall among the signs which may
constitute a Community trade mark. Therefore, a sign consisting of the three-dimensional shape of a tablet for
washing machines or dishwashers, in combination with the arrangement of the tablet's colours, may, in
principle, constitute a trade mark, provided that the two conditions mentioned in the preceding paragraph are
met.

30. However, as the Court of First Instance rightly pointed out in paragraph 52 of the judgment in Case
T-118/00 and in the corresponding paragraphs of the judgments in Cases T117/00 and T-119/00 to T-121/00,
the fact that a sign is, in general, capable of constituting a trade mark within the meaning of Article 4 of
Regulation No 40/94 does not mean that the sign necessarily has distinctive character for the purposes of
Article 7(1)(b) of the regulation in relation to a specific product or service.

31. Under the last-mentioned provision, trade marks which are devoid of any distinctive character are not to
be registered.

32. For a trade mark to possess distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94, it must serve to identify the product in respect of which registration is applied for
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as originating from a particular undertaking, and thus to distinguish that product from those of other
undertakings (see, in relation to Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), a provision which
is identical to Article 7(1)(b), Joined Cases C-53/01 to C55/01 Linde and Others [2003] ECR I-3161,
paragraph 40).

33. That distinctive character must be assessed, first, by reference to the products or services in respect of
which registration has been applied for and, second, by reference to the perception of the relevant public,
which consists of average consumers of the products or services in question, who are reasonably well
informed and reasonably observant and circumspect (see, inter alia, Linde , paragraph 41, and Case C363/99
Koninklijke KPN Nederland [2004] ECR I0000, paragraph 34).

34. It is apparent from the grounds of the judgments under appeal that the Court of First Instance did not
make an error of law in its interpretation of Article 7(1)(b) of Regulation No 40/94.

35. The Court of First Instance, in accordance with the settled case-law of the Court of Justice, assessed
whether the trade marks at issue were devoid of any distinctive character by reference, first, to the products or
services in respect of which their registration was sought, and, second, by reference to the perception of the
relevant public, which consists, in this case, of all consumers.

36. The Court of First Instance was also correct in stating that the criteria for assessing the distinctive
character of three-dimensional shape-of-products marks are no different from those applicable to other
categories of trade mark. It none the less observed that, for the purpose of applying those criteria, the relevant
public's perception is not necessarily the same in relation to a three-dimensional mark consisting of the shape
and colours of the product itself as it is in relation to a word or figurative mark consisting of a sign which is
independent from the appearance of the products it denotes. Average consumers are not in the habit of making
assumptions about the origin of products on the basis of their shape or the shape of their packaging in the
absence of any graphic or word element and it could therefore prove more difficult to establish distinctiveness
in relation to such a three-dimensional mark than in relation to a word or figurative mark (see, to that effect,
Linde , paragraph 48, and Case C218/01 Henkel [2004] ECR I0000, paragraph 52).

37. In those circumstances, the more closely the shape for which registration is sought resembles the shape
most likely to be taken by the product in question, the greater the likelihood of the shape being devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94. Only a trade mark which
departs significantly from the norm or customs of the sector and thereby fulfils its essential function of
indicating origin, is not devoid of any distinctive character for the purposes of that provision (see, in relation
to the identical provision in Article 3(1)(b) of First Directive 89/104, Henkel , paragraph 49).

38. It follows that, in holding that the trade marks for which registration is sought were devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94, the Court of First Instance
did not make an error of law in relation to either that provision or the relevant case-law of the Court of
Justice.

39. The actual application by the Court of First Instance of those criteria to these cases involves findings of a
factual nature. The Court of First Instance has exclusive jurisdiction to make findings of fact, save where a
substantive inaccuracy in its findings is attributable to the documents submitted to it, and to appraise those
facts. That appraisal thus does not, save where the clear sense of the evidence produced to it has been
distorted, constitute a point of law which is subject, as such, to review by the Court of Justice on appeal (see
Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22).

40. In this instance, there is nothing in the findings made by the Court of First Instance to
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suggest that the evidence produced to it was distorted.

41. In view of the foregoing, the first part of the plea, which relates to the distinctive character of a trade
mark, must be rejected as unfounded.

The second part of the plea: the need to consider the trade mark as a whole

Arguments of the parties

42. By the second part of its plea, Procter &amp; Gamble submits that, in assessing whether the combination
of the shapes of the tablets concerned and the arrangement of their colours may be perceived by the relevant
public as an indication of the tablets' origin, the Court of First Instance did not actually analyse the overall
impression produced by that combination, as the case-law requires it to do. It comprehensively examined each
of the individual components of which of the tablets are composed and based its subsequent conclusions on
that examination but it did not really analyse the overall impression produced by the specific combinations
concerned.

43. OHIM challenges this part of the plea, maintaining that the Court of First Instance correctly considered
the trade marks in question as a whole, although it confirmed, also quite correctly, that that approach does not
preclude starting with a separate analysis of each of the individual components of the marks. OHIM, which
itself carries out an analysis of that kind, contends that the overall impression given by each of the trade
marks concerned is of a sign which is not distinctive.

Findings of the Court

44. As the Court has consistently held, the average consumer normally perceives a mark as a whole and does
not proceed to analyse its various details (see SABEL , paragraph 23, and Lloyd Schuhfabrik Meyer ,
paragraph 25). Thus, in order to assess whether or not a trade mark has any distinctive character, the overall
impression given by it must be considered (see SABEL , paragraph 23, and, in relation to a word mark, DKV
v OHIM , paragraph 24).

45. That does not mean, however, that the competent authority, responsible for ascertaining whether the trade
mark for which registration is sought - in this instance the graphic representation of a combination of the
shape of a washing machine or dishwasher tablet and the arrangement of its colours - is capable of being
perceived by the public as an indication of origin, may not first examine each of the individual features of the
get-up of that mark in turn. It may be useful, in the course of the competent authority's overall assessment, to
examine each of the components of which the trade mark concerned is composed

46. In this instance, the Court of First Instance, having examined each of those components separately, then
assessed - as is clear from paragraphs 59 to 67 of the judgment in Case T-118/00 and the corresponding
paragraphs of the judgments in Cases T117/00 and T-119/00 to T-121/00 - the overall impression deriving
from the shape of the tablets concerned and the arrangement of their colours, as is required by the case-law
referred to in paragraph 44 of this judgment.

47. It follows that there is nothing in the judgments under appeal to suggest that the Court of First Instance
failed to base its assessment of the distinctive character of the trade marks for which registration is sought on
the overall impression which they produce.

48. Therefore, the second part of the plea, which relates to the need to consider the trade mark as a whole,
must be rejected.

The third part of the plea: the assessment of the average consumer's level of attention

Arguments of the parties

49. By the third part of its plea, Procter &amp; Gamble recalls that, at the date on which the
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relevant trade-mark applications were filed, dishwasher tablets and, more particularly, washing machine tablets
were not everyday consumer products and that at that time they were at the top end of the relevant market. In
those circumstances, Procter &amp; Gamble maintains that, contrary to the Court of First Instance's finding,
the level of attention paid by the average consumer of those products to their get-up was high.

50. In any event, Procter &amp; Gamble adds that it does not understand why the consumer's level of
attention should not be high' in relation to everyday consumer products. The everyday use of such products
continually draws the consumer's attention to their get-up and hence is conducive to their receiving a high
level of attention.

51. OHIM contends that in the judgments under appeal the Court of First Instance defined the relevant public
as consisting of average consumers, who are reasonably well informed and reasonably observant and
circumspect, and described the products in question as everyday consumer products. In that regard, OHIM
submits that what is important is that washing machine or dishwasher tablets are intended to be used every
day by any consumer whatsoever. The fact that the tablets concerned are more expensive than washing or
dishwashing products in powder form and that they are products new to the market does not mean that they
are products at the top end of the market, to which consumers pay great attention.

52. Furthermore, OHIM submits that it is important to be aware of how the tablets concerned are sold, how
they differ from other forms of washing or dishwashing products, what their advantages are as against those
other products, and how they are actually used in the washing process. At no point in the product's
application will the consumer feel the need or the urge to ask himself further questions about the shape or
external appearance of the tablets.

Findings of the Court

53. On this point, the Court of First Instance's finding in paragraph 58 of the judgment in Case T-118/00 and
the corresponding paragraphs of the judgments in Cases T117/00 and T-119/00 to T-121/00, that, since
washing machine and dishwasher tablets are everyday consumer products, the level of attention paid by the
average consumer to their shape and colours is not high is a finding of fact, which, as has been recalled in
paragraph 39 of this judgment, is not subject to review by the Court of Justice on appeal where, as in this
instance, it does not entail a distortion of the factual evidence produced to the Court of First Instance.

54. In those circumstances, the third part of the plea, which relates to the assessment of the average
consumer's level of attention, must also be rejected.

The fourth part of the plea: the date by reference to which the distinctive character of a trade mark must be
assessed

Arguments of the parties

55. By the fourth part of its plea, Procter &amp; Gamble claims that the Court of First Instance was wrong
not to adjudicate on the question concerning the date by reference to which it is appropriate to assess the
distinctive character of the trade marks for which registration is sought. In its submission, it is appropriate in
this instance to ascertain what were the usual get-ups of washing machine and dishwasher tablets on the
market at the date on which the various applications were filed and to determine whether, from the consumer's
point of view, the get-up of the trade marks for which registration is applied is perceptibly different.

56. OHIM argues that in the judgments under appeal the Court of First Instance did not find it necessary to
adjudicate on this point because, even at the date on which the applications for registration were filed, the
trade marks in question lacked distinctiveness. In any event, the
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conditions for registration of a Community trade mark must, in its submission, be met both at the date of
filing and again at the date of registration.

Findings of the Court

57. As is clear from paragraph 32 of this judgment, a trade mark has distinctive character for the purposes of
Article 7(1)(b) of Regulation No 40/94 if it serves to distinguish the products or services in respect of which
registration is applied from those of other undertakings.

58. In this case, the Court of First Instance was correct in finding, in paragraph 68 of the judgment in Case
T-118/00 and in the corresponding paragraphs of the judgments in Cases T-117/00 and T119/00 to T-121/00,
that it was not necessary to decide which was the relevant date for the assessment of whether the trade marks
had distinctive character for the purposes of that provision, since it had found that the marks for which
registration was sought were not capable of identifying the origin of the products concerned and that that
finding was not affected by how many similar tablets were already on the market.

59. In those circumstances, the Court of First Instance did not make an error of law in finding that there was
no need for it to decide by reference to which of the two dates the assessment of the distinctive character of
the trade marks in question should be carried out.

60. The fourth part of the plea, which relates to the date by reference to which the distinctive character of a
trade mark should be assessed, must therefore also be rejected as unfounded.

The fifth part of the plea: the criterion concerning use of a trade mark

Arguments of the parties

61. By the fifth part of its plea, Procter &amp; Gamble submits that the public's habit of perceiving colours as
indicative of a product's origin, a habit which may be created by the use of, or advertising for, other signs, is
within the ambit of Article 7(1)(b) of Regulation 40/94 and not of Article 7(3) of the regulation.

62. OHIM contends that the question whether a trade mark has acquired distinctiveness through use arises
solely under Article 7(3) of Regulation No 40/94.

Findings of the Court

63. It is sufficient to state in this connection that such an argument is ineffective, since, as is apparent from
paragraphs 31 to 38 of this judgment, the Court of First Instance correctly applied Article 7(1)(b) of
Regulation No 40/94 and stated, without making any error of law, that the trade marks for which registration
is sought were devoid of any distinctive character.

64. It follows from all of the foregoing that the appeals are unfounded and must therefore be dismissed.
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Judgment of the Court (Sixth Chamber)
of 29 April 2004

Henkel KGaA v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Appeal - Community trade mark - Article 7(1)(b) of Regulation (EC) No 40/94 -

Three-dimensional tablets for washing machines or dishwashers - Absolute ground for refusal to register
- Distinctive character. Joined cases C-456/01 P and C-457/01 P.

In Joined Cases C-456/01 P and C-457/01 P,

Henkel KGaA, established in Düsseldorf (Germany), represented by C. Osterrieth, Rechtsanwalt,

appellant,

TWO APPEALS against the judgments of the Court of First Instance of the European Communities (Second
Chamber) of 19 September 2001 in Case T-335/99 Henkel v OHIM (rectangular tablet, red and white) [2001]
ECR II-2581 and Case T-336/99 Henkel v OHIM (rectangular tablet, green and white) [2001] ECR II-2589,
seeking to have those judgments set aside,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and S. Laitinen, acting as Agents,

defendant at first instance,

THE COURT (Sixth Chamber),

composed of: V. Skouris, acting as the President of the Sixth Chamber, J.N. Cunha Rodrigues, J.-P.
Puissochet, R. Schintgen and F. Macken (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: M. Mugica Arzamendi, Principal Administrator,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 2 October 2003, at which Henkel KGaA was
represented by C. Osterrieth and the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM), by D. Schennen and A. von Mühlendahl, acting as Agent,

after hearing the Opinion of the Advocate General at the sitting on

6 November 2003,

gives the following

Judgment

Costs

66. Under Article 69(2) of the Rules of Procedure, which applies to the appeal procedure by virtue of Article
118 of those rules, the unsuccessful party is to be ordered to pay the costs if they have been applied for in
the successful party's pleadings. As OHIM has applied for costs and Procter &amp; Gamble has been
unsuccessful, it must be ordered to pay the costs.

On those grounds,

THE COURT (Sixth Chamber)

hereby:

1. Dismisses the appeals;
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2. Orders Henkel KGaA to pay the costs.

1. By applications lodged at the Court Registry on 26 November 2001, Henkel KGaA (Henkel') appealed
pursuant to Article 49 of the EC Statute of the Court of Justice against the judgments of the Court of First
Instance of 19 September 2001 in Case T-335/99 Henkel v OHIM (rectangular tablet, red and white) [2001]
ECR II-2581 (Case T-335/99') and Case T-336/99 Henkel v OHIM (rectangular tablet, green and white)
[2001] ECR II-2589 (Case T-336/99') (together hereinafter referred to as the judgments under appeal'), by
which the Court of First Instance dismissed its actions for annulment of the decisions of the Third Board of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM') of 21
September 1999 (Cases R 70/1999-3 and R 71/1999-3), which had rejected its appeals against the refusal to
register as Community trade marks three-dimensional tablets for various classes of products, including in
particular products for washing machines or dishwashers (the contested decisions').

2. By order of the President of the Sixth Chamber of 2 June 2003, Cases C-456/01 P and C-457/01 P were
joined for the purposes of the oral procedure and the judgment.

Legal background

3. Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1) provides:

A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

4. Article 7 of the regulation provides:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service; trade marks which consist
exclusively of signs or indications which have become customary in the current language or in the bona
fide and established practices of the trade;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

Facts of the case

5. On 15 December 1997 and 8 January 1998, Henkel applied to OHIM for registration as Community trade
marks of two three-dimensional tablets, the first consisting of a white layer and a red layer superposed (Case
T-335/99) and the second consisting of a white layer and a green layer superposed (Case T-336/99).

6. The products in respect of which registration of the mark is sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description:
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washing or dishwashing preparations in tablet form'.

7. By decisions of 3 February1999, the OHIM examiner refused the applications on the ground that the trade
marks for which registration was sought were devoid of distinctive character and for that reason could not be
registered on account of Article 7(1)(b) of Regulation No 40/94.

8. By the contested decisions, the Third Board of Appeal of OHIM upheld the examiner's decisions finding
that each of the trade marks for which registration was sought was devoid of distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94, since its actual shape did not, with regard to the
consumer or end buyer, serve to identify the origin of the products to which the trade mark would be affixed.
The Board of Appeal stated that a three-dimensional shape had to be sufficiently unique to imprint itself
easily on the mind and to stand out from whatever is normal in trade.

Procedure before the Court of First Instance and the judgments under appeal

9. By applications lodged at the Registry of the Court of First Instance on 26 November 1999, Henkel
brought two actions for annulment of the contested decisions.

10. In Case T-335/99, the Court of First Instance held that the Board of Appeal of OHIM had rightly found
that the three-dimensional trade mark for which registration is sought was devoid of any distinctive character
within the meaning of Article 7(1)(b) of Regulation No 40/94, and did so on the following grounds:

41 The mark in respect of which registration is sought in the present case consists of the shape and the colour
arrangement of a washing machine or dishwasher tablet, that is, of the design of the product itself.

42 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours fall among
the signs which may constitute a Community trade mark. However, the fact that a category of signs is, in
general, capable of constituting a trade mark does not mean that signs belonging to that category necessarily
have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to a specific
product or service.

43 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

44 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

45 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks
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consisting of the shape of the product itself are therefore no different from those applicable to other categories
of trade marks.

46 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

47 The Board of Appeal rightly points out that, as regards the perception of the public concerned, the
products for which trade-mark registration was sought in the present case, namely washing machine and
dishwasher products in tablet form, are widely used consumer goods. The public concerned, in the case of
these products, is all consumers. Therefore, in any assessment of the distinctive character of the mark for
which registration is sought, account must be taken of the presumed expectations of an average consumer who
is reasonably well informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut
Springenheide and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

48 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). In that regard, the Board of Appeal
rightly held that the level of attention given by the average consumer to the shape and colours of washing
machine and dishwasher tablets, being everyday goods, is not high.

49 In order to ascertain whether the combination of the tablet's shape and the arrangement of its colours may
be perceived by members of the public as an indication of origin, the overall impression produced by that
combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I6191, paragraph 23).
That is not incompatible with an examination of each of the product's individual features in turn.

50 The three-dimensional shape for which registration has been sought ... is one of the basic geometrical
shapes and is an obvious one for a product intended for use in washing machines or dishwashers.

51 As to the tablet's two layers... , the public concerned is used to seeing different colour features in detergent
preparations.... The coloured particles thus suggest certain qualities, although that does not mean that they can
be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94. However, it does
not follow from the fact that that ground for refusal is inapplicable that the coloured elements necessarily
confer a distinctive character on the mark applied for. Where, as in the present case, the target sector of the
public sees the presence of coloured elements as a suggestion that the product has certain qualities, and not as
an indication of its origin, there is no distinctive character. The fact that consumers may nevertheless get into
the habit of recognising the product from its colours is not enough, in itself, to preclude the ground for
refusal based on Article 7(1)(b) of Regulation No 40/94. Such a development in the public's perception of the
sign, if proved, may be taken into account only for the purposes of Article 7(3) of Regulation No 40/94.

...

53 ... The use of basic colours, such as blue or green, is commonplace and is even typical of detergents. The
use of other basic colours, such as red or yellow, is one of the most obvious variations on the typical design
of these products.
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54 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

...

56 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for will not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

57 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin, is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

...

59 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character.

60 The fact that the criteria applied to assess distinctive character, in the case of a three-dimensional mark
consisting of the shape of the product itself, are not more rigorous than those applying to other categories of
trade marks does not alter that conclusion.

61 The factors which led the Board of Appeal to find that the mark applied for was devoid of any distinctive
character constitute valid reasons for drawing the same conclusion with regard to the criteria for the
assessment of distinctive character applying to all trade marks, whether they are word marks, figurative marks
or three-dimensional marks.'

11. The Court of First Instance reached the same conclusion in Case T-336/99. Paragraphs 38 to 58 of the
judgment in that case are couched in essentially the same terms as paragraphs 40 to 52 and 54 to 61 of the
judgment in Case T-335/99, set out in the preceding paragraph.

12. Therefore, by the judgments under appeal, the Court of First Instance dismissed the actions brought by
Henkel against the contested decisions.

The appeals

13. Henkel claims that the judgments under appeal should be set aside, that the contested decisions should be
annulled and that OHIM should be ordered to pay the costs.

14. OHIM contends that the appeals should be dismissed and that Henkel should be ordered to pay the costs.

15. By order of 9 January 2003, the President of the Court dismissed the application made by Reckitt
Benckiser NV, lodged at the Court Registry on 6 May 2002, for leave to intervene in support of Henkel's
claims.

16. In support of its appeals, Henkel maintains that the Court of First Instance made an error of law in its
interpretation of Article 7(1)(b) of Regulation No 40/94. That single plea in law is subdivided, in essence, into
three parts relating to:

- the distinctive character of the trade marks for which registration is sought;

- the assessment of the average consumer's level of attention; and

- the date by reference to which the distinctive character of the trade marks should be assessed.
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17. OHIM contends that in the judgments under appeal the Court of First Instance did not make an error of
law in its interpretation and application of Article 7(1)(b) of Regulation No 40/94.

The first part of the plea: the distinctive character of a trade mark

Arguments of the parties

18. First, Henkel maintains that, in finding the rectangular shapes used for the tablets in question to be
obvious shapes, the Court of First Instance used the wrong test for assessing whether a trade mark has
distinctive character. In these cases, it should have confined itself to ascertaining whether the features of these
tablets were different from those which are customary for such products or whether they had to be used
because of technical requirements.

19. Henkel also disputes the Court of First Instance's statement that the various colours used in a detergent
product are not perceived as an indication of the product's origin but merely suggest to the consumer that the
product contains various active ingredients. In its submission, the public perceives the arrangement of colours
as an individual feature of the get-up of a particular detergent product.

20. Henkel adds, with reference to Case C-456/01 P, that in its assessment of the distinctive character of the
trade mark for which registration is sought the Court of First Instance should not have disregarded the fact
that Henkel was the only undertaking to use the colour red for detergent products. It is important for the
purpose of assessing whether that mark has distinctive character that the public is able to associate the product
with the owner of the trade mark purely on that basis, Henkel being alone in using red for such products.

21. Second, Henkel submits that the fact that the Court of First Instance relied principally on the premiss that
the shapes and colours of the tablets at issue consist of basic geometric shapes or basic colours suggests that
it included in its assessment of the distinctive character of the trade mark considerations relating to the need
to preserve the availability of a sign, contrary to what was decided in Joined Cases C108/97 and C-109/97
Windsurfing Chiemsee [1999] ECR I-2779.

22. Henkel adds that, in any event, the requirement of availability does not preclude use of the combination of
a shape and colours such as those for which registration as trade marks is sought in this instance. As regards,
first, the shape chosen, it is the manufacturer which, subject to compliance with certain technical requirements,
determines freely what the shape is to be. From a technical point of view, it does not seem that competitors
are not able to manufacture tablets for consumer use unless they select the shape for which registration is
sought in this instance. Further, there is no need to preserve the availability of the specific arrangement of
colours. If the consumer comes across an arrangement of colours, he will not perceive it as indicative of a
technical requirement but as the free and imaginative expression of the product's individuality. Finally, it
follows that no requirement of availability precludes registration of a particular combination of shapes and
colours, such as that at issue here.

23. OHIM contends, first, that the Court of First Instance rightly found that the trade marks for which
registration is sought are not eligible for protection pursuant to Article 7(1)(b) of Regulation No 40/94, on the
ground that these are three-dimensional trade marks consisting of a combination of obvious features typical of
the product concerned, which do not allow the relevant public to distinguish the products concerned from
those having a different commercial origin.

24. OHIM submits that if a three-dimensional shape-of-product mark is to have distinctive character for the
purposes of Article 7(1)(b), the trade mark must be original, unusual or arbitrary. Commonplace, unremarkable
or obvious shapes and/or combinations of shapes and colours are devoid of any distinctive character.
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25. A washing machine or dishwasher tablet is primarily functional and, for the consumer, a rectangle or any
other such basic shape is obvious and usual for that type of product. The consumer does not ask himself any
questions about the exact composition and effect of the tablet's colouring agents but, at the most, will assume
that the colours are indicative of two ingredients with different properties, not that they are a means of
identifying the product's origin. The shape of the product itself does not serve to indicate the product's origin
save in exceptional cases. That does not derive from distinct, more stringent, legal rules. Rather, it arises as
the result of a factual situation, namely the way in which consumers perceive the products concerned.

26. OHIM also submits that, in the judgments under appeal, the Court of First Instance rightly based its
assessment of the distinctive character of the trade marks for which registration is sought on the overall
impression produced by the trade mark, such an approach not precluding the various features from being
considered separately and perhaps even requiring that to be the case. That approach is consistent with OHIM's
practice when examining trade-mark applications, in particular in the case of three-dimensional trade marks.

27. OHIM concludes that filing a trade-mark application in relation to such basic and commonplace shapes of
products cannot allow the applicant to be afforded the priority of a Community trade mark and that tablets of
this kind, for washing machines or dishwashers, are eligible for protection only if and when, following
extremely widespread use, they have managed to establish themselves as signs of a particular manufacturer, in
accordance with Article 7(3) of Regulation No 40/94.

28. Second, regarding the need for certain signs to remain available, OHIM contends that Henkel's
interpretation of that notion, which is based on the earlier case-law of the German courts, has been
categorically rejected by the Court of Justice in its judgment in Windsurfing Chiemsee.

29. It adds that Henkel's description of how washing products and the market for those products has
developed suggests that there actually is a need for certain signs to remain available (although not, however,
within the meaning of the abovementioned case-law), since that development shows the extent to which the
various competing undertakings have, from the outset, used both rectangular and circular shapes and a second
coloured layer for washing machine or dishwasher tablets.

Findings of the Court

30. Under Article 4 of Regulation No 40/94 a Community trade mark may consist of any signs capable of
being represented graphically, provided that such signs are capable of distinguishing the products or services
of one undertaking from those of other undertakings.

31. It is clear from Article 4 that both a product's shape and its colours fall among the signs which may
constitute a Community trade mark. Therefore, a sign consisting of the three-dimensional shape of a tablet for
washing machines or dishwashers, in combination with the tablet's arrangement of colours may, in principle,
constitute a trade mark, provided that the two conditions mentioned in the preceding paragraph are met.

32. However, as the Court of First Instance rightly pointed out in paragraph 42 of the judgment in Case
T-335/99 and in paragraph 40 of the judgment in Case T336/99, the fact that a sign is, in general, capable of
constituting a trade mark within the meaning of Article 4 of Regulation No 40/94 does not mean that the sign
necessarily has distinctive character for the purposes of Article 7(1)(b) of the regulation in relation to a
specific product or service.

33. Under the last-mentioned provision, trade marks which are devoid of any distinctive character are not to
be registered.

34. For a trade mark to possess distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94, it must serve to identify the product in respect of which registration is applied for
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as originating from a particular undertaking, and thus to distinguish that product from those of other
undertakings (see, in relation to Article 3(1)(b) of First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), a provision which
is identical to Article 7(1)(b), Joined Cases C-53/01 to C55/01 Linde and Others [2003] ECR I-3161,
paragraph 40).

35. That distinctive character must be assessed, first, by reference to the products or services in respect of
which registration has been applied for and, second, by reference to the perception of the relevant public,
which consists of average consumers of the products or services in question, who are reasonably well
informed and reasonably observant and circumspect (see, inter alia, Linde , paragraph 41, and Case C363/99
Koninklijke KPN Nederland [2004] ECR I0000, paragraph 34).

36. It is apparent from the grounds of the judgments under appeal that the Court of First Instance did not err
in law in its interpretation of Article 7(1)(b) of Regulation No 40/94.

37. The Court of First Instance, in accordance with the settled case-law of the Court of Justice, assessed
whether the trade marks at issue were devoid of any distinctive character by reference, first, to the products or
services in respect of which their registration was sought, and, second, by reference to the perception of the
relevant public, which consists, in this case, of all consumers.

38. The Court of First Instance was also correct in stating that the criteria for assessing the distinctive
character of three-dimensional shape-of-products marks are no different from those applicable to other
categories of trade mark. It none the less observed that, for the purpose of applying those criteria, the relevant
public's perception is not necessarily the same in relation to a three-dimensional mark consisting of the shape
and colours of the product itself as it is in relation to a word or figurative mark consisting of a sign which is
independent from the appearance of the products it denotes. Average consumers are not in the habit of making
assumptions about the origin of products on the basis of their shape or the shape of their packaging in the
absence of any graphic or word element and it could therefore prove more difficult to establish distinctiveness
in relation to such a three-dimensional mark than in relation to a word or figurative mark (see, to that effect,
Linde , paragraph 48, and Case C218/01 Henkel [2004] ECR I0000, paragraph 52).

39. In those circumstances, the more closely the shape for which registration is sought resembles the shape
most likely to be taken by the product in question, the greater the likelihood of the shape being devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94. Only a trade mark which
departs significantly from the norm or customs of the sector and thereby fulfils its essential function of
indicating origin, is not devoid of any distinctive character for the purposes of that provision (see, in relation
to the identical provision in Article 3(1)(b) of First Directive 89/104, Henkel , paragraph 49).

40. It follows that, in holding that the trade marks for which registration is sought are devoid of any
distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94, the Court of First Instance
did not make an error of law in relation to either that provision or the relevant case-law of the Court of
Justice.

41. The actual application by the Court of First Instance of those criteria to this case involves findings of a
factual nature. The Court of First Instance has exclusive jurisdiction to make findings of fact, save where a
substantive inaccuracy in its findings is attributable to the documents submitted to it, and to appraise those
facts. That appraisal thus does not, save where the clear sense of the evidence produced to it has been
distorted, constitute a point of law which is subject, as such, to review by the Court of Justice on appeal (see
Case C-104/00 P DKV v OHIM [2002] ECR I-7561, paragraph 22).

42. In this instance, there is nothing in the findings made by the Court of First Instance to
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suggest that the evidence produced to it was distorted.

43. As regards Henkel's allegation that the Court of First Instance relied on the requirement of availability, it
must be stated that the Court of First Instance took as its basis the fact that the shape and colours of the
tablets in question were devoid of distinctive character.

44. In any event, even on the assumption that the Court of First Instance did include considerations pertaining
to the public interest in its assessment of distinctive character, it did not make an error of law in that regard.

45. Each of the grounds for refusal to register listed in Article 7(1)(b) of Regulation No 40/94 is independent
of the others and calls for separate examination. Furthermore, the various grounds for refusal must be
interpreted in the light of the public interest underlying each of them (see, to that effect, Case C-299/99
Philips [2002] ECR I-5475, paragraph 77, and Linde , paragraphs 67 and 71).

46. The public interest taken into account in the examination of each of those grounds for refusal may, or
even must, reflect different considerations, depending upon which ground for refusal is at issue.

47. In relation to the registration as a trade mark of a colour per se , not spatially defined, the Court held in
Case C-104/01 Libertel [2003] ECR I3793, paragraph 60, that the public interest underlying Article 3(1)(b) of
First Directive 89/104, a provision which is identical to Article 7(1)(b) of Regulation No 40/94, is directed at
the need not to restrict unduly the availability of colours for the other traders who offer for sale goods or
services of the same type as those in respect of which registration is sought.

48. It should also be stated that there is no public interest in conferring the benefit of the full protection
envisaged by Regulation No 40/94 on a trade mark which does not fulfil its essential function, namely that of
ensuring that the consumer or the end user can identify the origin of the product or service concerned by
allowing him to distinguish that product or service from those emanating from a different origin, without any
risk of confusion.

49. Finally, as regards Henkel's argument that OHIM has already accepted that trade marks consisting of the
shape of washing machine or dishwasher tablets comparable to those for which registration is sought in this
instance have distinctive character, it must be stated that that argument was not raised before the Court of
First Instance.

50. To allow a party to put forward for the first time before the Court of Justice a plea in law which it has
not raised before the Court of First Instance would be to allow it to bring before the Court, whose jurisdiction
in an appeal is limited, a case of wider ambit than that which came before the Court of First Instance. In an
appeal the Court's jurisdiction is thus confined to review of the findings of law on the pleas argued before the
Court of First Instance (see the judgment in Case C136/92 P Commission v Brazzelli Lualdi and Others
[1994] ECR I-1981, paragraph 59, and the order of 28 June 2001 in Case C-352/99 P Eridania and Others v
Council [2001] ECR I-5037, paragraph 53).

51. That argument must therefore be rejected as inadmissible.

52. In view of all of the foregoing considerations, the first part of the plea, which relates to the distinctive
character of a trade mark, must be rejected as unfounded.

The second part of the plea: assessment of the average consumer's level of attention

Arguments of the parties

53. Henkel acknowledges that, as a general rule, the average consumer's level of attention may
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vary depending on the type of product concerned. However, it submits that, contrary to the Court of First
Instance's assessment, there is nothing to suggest that the consumer's level of attention is inherently not very
high for everyday consumer products. In its submission, in relation to everyday consumer items such as those
at issue here, the consumer should instead be regarded as having a particular interest in knowing not only in
which category the product concerned belongs but also the exact nature of the product.

54. Furthermore, the manufacturers of washing machine and dishwasher products clearly emphasise in their
advertising the quality of their various products. Consequently, the average consumer, who is reasonably well
informed and reasonably observant and circumspect, associates certain requirements as to quality with certain
products and attempts to distinguish products by reference to their appearance.

55. OHIM contends that the judgments under appeal found that the relevant public consisted of all consumers,
since washing machine and dishwasher products put up in tablet form are widely-used consumer products. If
the average consumer pays only sc ant attention to the exact shape and colour of the tablets, it is precisely
because they are not sold loose but in packaging, from which it is sufficient to take only the number of
tablets necessary for each use. The consumer holds the tablet for only a few seconds and has no reason to
raise any questions concerning the tablet which he proposes to use.

Findings of the Court

56. On this point, the finding made by the Court of First Instance in paragraph 48 of the judgment in Case
T-335/99 and paragraph 46 of that in Case T-336/99 that, since washing machine and dishwasher tablets are
everyday consumer products, the level of attention paid by the average consumer to their shape and colours is
not high is a finding of fact, which, as has been recalled in paragraph 41 of this judgment, is not subject to
review by the Court of Justice on appeal, where, as in this instance, it does not entail a distortion of the
factual evidence produced to the Court of First Instance.

57. In those circumstances, the second part of the plea, which relates to the average consumer's level of
attention, must also be rejected.

The third part of the plea: the date by reference to which the distinctive character of a trade mark should be
assessed

Arguments of the parties

58. In Henkel's submission, the Court of First Instance did not adjudicate on the question concerning the date
by reference to which it is appropriate to assess whether the trade marks for which registration is sought are
devoid of distinctive character. That assessment must, in its submission, be carried out by reference to the
facts as they exist at the date on which the trade-mark application is filed. The applicant can decide whether
or not to file a trade-mark application only on the basis of the facts of which he is aware at that time. In
order to determine whether a sign possesses features which stand out from those which are typical of a
product or which are dictated by technical requirements, account may be taken only of products known at the
time when the application is filed and of features typical of them.

59. Henkel maintains, with reference to the market situation at the date on which it filed its trade-mark
applications, that the condition relating to distinctive character was met at that date. Typically washing
machine and dishwasher products were presented in powder form at that time, so that the mere idea of tablets
sufficed to confer a distinctive feature on those products which went beyond powder form, which was then
customary and made necessary by technical constraints. The trade marks for which registration is sought, with
their arbitrary features, which are neither dictated
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by technical requirements nor inherent in the product, possess distinctive features in comparison with the
products on the market at the material time.

60. OHIM argues that in the judgments under appeal, the Court of First Instance did not find it necessary to
adjudicate on this point because, even at the date on which the applications for registration were filed, the
trade marks in question lacked distinctiveness. The conditions for registration of a Community trade mark
must be met both at the date of filing and at the date of registration. In this instance, registration was
precluded in particular by the fact that the combination of the shape and colours of the tablets had become
customary.

Findings of the Court

61. As is clear from paragraph 34 of this judgment, a trade mark has distinctive character for the purposes of
Article 7(1)(b) of Regulation No 40/94 if it serves to distinguish the products or services in respect of which
registration is applied for from those of other undertakings.

62. In this case, the Court of First Instance was correct in finding, in paragraph 57 of the judgment in Case
T-335/99 and the corresponding paragraph of the judgment in Case T336/99, that it was not necessary to
decide which was the relevant date for the assessment of whether the trade marks had distinctive character for
the purposes of that provision, since it had found that the marks for which registration was sought were not
capable of identifying the origin of the products concerned and that that finding was not affected by how
many similar tablets were already on the market.

63. In those circumstances, the Court of First Instance did not make an error of law in finding that there was
no need for it to decide by reference to which of the two dates the assessment of the distinctive character of
the trade marks in question should be carried out.

64. The third part of the plea, which relates to the date by reference to which the distinctive character of a
trade mark should be assessed, must therefore also be rejected as unfounded.

65. It follows from all of the foregoing considerations that the appeals are unfounded and must therefore be
dismissed.

DOCNUM 62001J0456

AUTHOR Court of Justice of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2004 Page I-05089

DOC 2004/04/29

LODGED 2001/11/26

JURCIT 31994R0040-A04 : N 3 30 - 32
31994R0040-A07P1 : N 4
31994R0040-A07P1LB : N 32 - 52
31994R0040-A07P3 : N 4

© An extract from a JUSTIS database



62001J0456 European Court reports 2004 Page I-05089 12

62000J0104 : N 41
62001J0104 : N 47
61999J0363 : N 35
62001J0053 : N 34 45
62001J0218 : N 38 39
61999A0335 : N 1 - 66
61999A0336 : N 1 - 66
61999J0299 : N 45
61992J0136 : N 50
61999J0352 : N 50

CONCERNS Confirms 61999A0335 -
Confirms 61999A0336 -

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

MISCINF AFFAIRE : 62001J0457

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

NOTES Osterrieth, Christian: Die Schutzfähigkeit von Geschirr- und Waschmitteltabs nach
der Rechtsprechung des Europäischen Gerichtshofs, European Law Reporter 2004
p.253-255 ; Garis, Marilena: Marchi tridimensionali e carattere distintivo, Il
diritto industriale 2005 n. 3 p. 264-270

PROCEDU Application for annulment;Appeal - unfounded

ADVGEN Ruiz-Jarabo Colomer

JUDGRAP Macken

DATES of document: 29/04/2004
of application: 26/11/2001

© An extract from a JUSTIS database



62001J0191 European Court reports 2003 Page I-12447 1

Judgment of the Court
of 23 October 2003

Office for Harmonisation in the Internal Market (Trade Marks and Designs) v Wm. Wrigley Jr.
Company. Appeal - Community trade mark - Regulation (EC) No 40/94 - Absolute ground for refusal to

register - Distinctive character - Marks consisting exclusively of descriptive signs or indications -
DOUBLEMINT. Case C-191/01 P.

In Case C-191/01 P,

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by V. Melgar and S.
Laitinen, acting as Agents, with an address for service in Luxembourg,

appellant,

supported by

Federal Republic of Germany, represented by A. Dittrich and B. Muttelsee-Schön, acting as Agents, with an
address for service in Luxembourg,

and by

United Kingdom of Great Britain and Northern Ireland, represented by J.E. Collins, acting as Agent, assisted
by D. Alexander, Barrister, with an address for service in Luxembourg,

interveners in the appeal,

APPEAL against the judgment of the Court of First Instance of the European Communities (Second Chamber)
of 31 January 2001 in Case T-193/99 Wrigley v OHIM (DOUBLEMINT) [2001] ECR II-417, seeking to have
that judgment set aside, in which the Court of First Instance annulled the decision of the First Board of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) of 16 June 1999
(Case R 216/1998-1) dismissing the appeal brought by Wm. Wrigley Jr. Company against the refusal to
register the word DOUBLEMINT as a Community trade mark,

the other party to the proceedings being:

Wm. Wrigley Jr. Company, established in Chicago, Illinois (United States of America), represented by M.
Kinkeldey, Rechtsanwalt, with an address for service in Luxembourg,

applicant at first instance,

THE COURT,

composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans, C. Gulmann, J.N. Cunha Rodrigues and A.
Rosas (Presidents of Chambers), D.A.O. Edward, A. La Pergola, J.-P. Puissochet (Rapporteur), R. Schintgen,
F. Macken, N. Colneric and S. von Bahr, Judges,

Advocate General: F.G. Jacobs,

Registrar: H. von Holstein, Deputy Registrar,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 21 January 2003, at which the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) was represented by A. von
Mühlendahl, acting as Agent, and V. Melgar, and Wm. Wrigley Jr. Company by M. Kinkeldey,

after hearing the Opinion of the Advocate General at the sitting on 10 April 2003,

gives the following

Judgment
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On those grounds,

THE COURT,

hereby:

1. Sets aside the judgment of the Court of First Instance of the European Communities of 31 January 2001 in
Case T-193/99 Wrigley v OHIM (DOUBLEMINT);

2. Refers the case back to the Court of First Instance; 3. Reserves the costs.

1 By an application lodged at the Registry of the Court on 17 April 2001, the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (hereinafter `OHIM') brought an appeal under Article 49 of the
EC Statute of the Court of Justice against the judgment of the Court of First Instance of 31 January 2001 in
Case T-193/99 Wrigley v OHIM (DOUBLEMINT) [2001] ECR II-417 (hereinafter `the contested judgment'),
in which the Court of First Instance annulled the decision of the First Board of Appeal of OHIM of 16 June
1999 (Case R 216/1998-1) (hereinafter `the contested decision') dismissing the appeal lodged by Wm. Wrigley
Jr. Company (hereinafter `Wrigley') against the refusal to register the word DOUBLEMINT as a Community
trade mark for various classes of goods including in particular chewing gum.

Regulation (EC) No 40/94

2 Article 4 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1) provides as follows:

`A Community trade mark may consist of any signs capable of being represented graphically, particularly
words, including personal names, designs, letters, numerals, the shape of goods or of their packaging, provided
that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertakings.'

3 Article 7 of that Regulation provides as follows:

`1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...

2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.'

4 Article 12 of Regulation No 40/94 provides:

`A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

...
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(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time of
production of the goods or of rendering of the service, or other characteristics of the goods or service;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.'

Facts of the case

5 On 29 March 1996 Wrigley applied to OHIM for registration as a Community trade mark of the word
DOUBLEMINT for goods within, inter alia, Classes 3, 5 and 30 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purpose of the Registration of Marks of 17 June
1957, as revised and amended, in particular chewing gum.

6 The examiner at OHIM rejected that application by decision of 13 October 1998, following which Wrigley
brought an appeal before OHIM.

7 By the contested decision, the First Board of Appeal of OHIM dismissed the appeal on the ground that the
word DOUBLEMINT, a combination of two English words with no additional fanciful or imaginative element,
was descriptive of certain characteristics of the goods in question, namely their mint-based composition and
their mint flavour, and that it could therefore not be registered as a Community trade mark by virtue of
Article 7(1)(c) of Regulation No 40/94.

Procedure before the Court of First Instance and the contested judgment

8 By an application lodged at the Registry of the Court of First Instance on 1 September 1999, Wrigley
brought an action for annulment of the contested decision. The Court of First Instance upheld that action.

9 After citing, at paragraph 19 of the contested judgment, Article 7(1)(c) of Regulation No 40/94, the Court
of First Instance found, at paragraph 20 of the judgment, that by that provision the Community legislature
intended to prevent the registration of signs which, owing to their purely descriptive nature, are incapable of
distinguishing the goods of one undertaking from those of another but that signs or indications whose meaning
goes beyond the exclusively descriptive are, by contrast, registrable as Community trade marks.

10 Secondly, the Court of First Instance held, at paragraphs 23 to 28 of the contested judgment, that the word
DOUBLEMINT was not exclusively descriptive in this case. It found that the adjective `double' was unusual
when compared with other English words such as `much', `strong', `extra', `best' or `finest' and that, when
combined with the word `mint', it had two distinct meanings for the potential consumer: `twice the usual
amount of mint' or `flavoured with two varieties of mint'. Furthermore, it found that `mint' is a generic term
which includes spearmint, peppermint and other culinary herbs, and that there are several possible ways of
combining two sorts of mint and, in addition, various strengths of flavour are possible in the case of each
combination.

11 Thirdly, the Court of First Instance found, at paragraph 29 of the contested decision, that the numerous
meanings of DOUBLEMINT are immediately apparent, at least by association or by allusion, to an average
English-speaking consumer and thus deprive that sign of any descriptive function, for the purposes of Article
7(1)(c) of Regulation No 40/94, whereas for a consumer who does not have a sufficient mastery of the
English language, the word will, by its very nature, have a vague and fanciful meaning.

12 The Court of First Instance therefore concluded, at paragraph 30 of the contested judgment, that the word
DOUBLEMINT, when applied to the goods referred to in the application for registration, had an ambiguous
and suggestive meaning which was open to various interpretations and did not enable
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the public concerned immediately and without further reflection to detect the description of a characteristic of
the goods in question. Since it was not exclusively descriptive, the term could not, according to the Court of
First Instance, be refused registration. The Court of First Instance accordingly annulled the contested decision.

The appeal

13 OHIM claims that the Court should set aside the contested judgment and order Wrigley to pay the costs.

14 Wrigley contends that the Court should dismiss the appeal and order OHIM to pay the costs.

15 By order of the President of the Court of 17 October 2001, the Federal Republic of Germany and the
United Kingdom of Great Britain and Northern Ireland were granted leave to intervene in support of OHIM.

Arguments of the parties

16 OHIM contends that the Court of First Instance erred in law in finding that a word such as
DOUBLEMINT had to be `exclusively descriptive' to be excluded from registration as a Community trade
mark under Article 7(1)(c) of Regulation No 40/94.

17 OHIM observes at the outset that a less rigorous approach to interpreting the absolute grounds for refusal
in Article 7 of Regulation No 40/94 would have the effect of considerably increasing the number of
applications for signs which have more than one meaning and which, by reason of their descriptiveness,
should never be endowed with the protection conferred by registration as a trade mark.

18 Next, OHIM points out that an interpretation of the absolute ground for refusal to register based on a
sign's descriptiveness must take account of the other two absolute grounds for refusal in Article 7(1)(b) and
(d) of Regulation No 40/94 relating to a sign's lack of distinctive character and to its customary usage.

19 In particular, the general exclusion from registration as Community trade marks of signs which are devoid
of distinctive character, as set out in Article 7(1)(b) of Regulation No 40/94, is separate from the grounds for
refusal in Article 7(1)(a) and 7(1)(c). Wholly descriptive signs are, by their very nature, deemed incapable of
distinguishing the goods of one undertaking from those of another. There can be no legal monopoly for words
which are incapable of fulfilling the function of a trade mark, unless they have acquired distinctiveness in
consequence of the use made of them, pursuant to Article 7(3) of Regulation No 40/94.

20 Finally, OHIM contends, contrary to the finding of the Court of First Instance in the contested judgment,
that a word such as DOUBLEMINT does not cease to be descriptive simply because it can have several
meanings and is therefore ambiguous. In the mind of the average consumer, DOUBLEMINT is spontaneously
associated with certain potential characteristics of the goods in question, namely their mint-based composition
and their mint flavour, so that the word is necessarily descriptive and cannot therefore be registered as a
Community trade mark.

21 Wrigley, on the other hand, takes the view that Article 7(1)(c) of Regulation No 40/94 does not preclude
registration of a word such as DOUBLEMINT, consisting of elements each of which by itself is descriptive,
where that word, taken as a whole, is an unusual combination of those elements and is not, in ordinary
language and in the mind of the average consumer, as such clearly and unambiguously purely descriptive of
certain characteristics of the goods concerned.

22 According to Wrigley, the grammatical structure of the word DOUBLEMINT is unusual and elliptical and
nobody would describe the characteristics of chewing gum by saying that it `has a doublemint
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flavour'. In addition, the word DOUBLEMINT has many possible meanings, which precludes consumers from
remembering one of them in particular, and this gives the sign an ambiguous and suggestive meaning.

23 Wrigley adds that OHIM's objective of ensuring that terms which are wholly descriptive remain freely
available for use by competitors can apply only to signs in respect of which there is a reasonably clear and
foreseeable need for competitors to use a particular term to describe certain characteristics of their goods.
That is not the case in relation to the word DOUBLEMINT, which, since its registration almost a century ago
with the United States Patent and Trademark Office, that is to say in an English-speaking country, has not
been used by the public or by competitors in a descriptive way. Wrigley also points out that OHIM's Boards
of Appeal have already accepted composite words for registration such as, for example, Alltravel and
Megatours for travel services, Transeuropea for transport services and Oilgear for hydraulic machinery.

24 In its observations, Wrigley claims that the word DOUBLEMINT wholly satisfies the conditions laid down
by the Court of Justice in Case C-383/99 P Procter &amp; Gamble v OHIM [2001] ECR I-6251 relating to
the BABY-DRY trade mark for a word to be accepted as having distinctive character.

25 The United Kingdom Government, intervening in support of OHIM, argues that the purpose of Article
7(1)(c) of Regulation No 40/94 is to prevent signs or indications, like the word DOUBLEMINT, which are
descriptive of the characteristics of the goods or services, or which are simply suitable for describing them in
normal use by an average consumer, from being used as trade marks by one undertaking alone. As the Court
held in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, the registration of
such signs or indications as trade marks would run counter to the public interest, which dictates that they
should be freely available for use.

26 The Court ought therefore to make it clear in this case, in so far as it is not evident from the judgment in
BABY-DRY, firstly that a term does not have to be in current descriptive use to be precluded from
registration, but that a reasonable apprehension that it may be so used in the future suffices, and, second, that
the fact that more than one term can be used to describe the characteristics of particular goods does not mean
that those terms cease to be descriptive.

27 The German Government, also intervening in support of OHIM, submits that the word DOUBLEMINT is a
purely descriptive indication that anybody must be able to use freely. The possible multiplicity of meanings
inherent in the components of the description does not contradict that view. Those other meanings are all of
a descriptive nature, including in German-speaking countries, as indeed the Bundespatentgericht and the
Bundesgerichtshof have held in relation to the words `Marktfrisch', `Doppel Caramel', `Double Color' and
`Double Action'.

Findings of the Court

28 Under Article 4 of Regulation No 40/94, a Community trade mark may consist of any signs capable of
being represented graphically, provided that they are capable of distinguishing the goods or services of one
undertaking from those of other undertakings.

29 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which `consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin, time of production of the goods or of rendering of the service, or other characteristics of
the goods or service' are not to be registered.

30 Accordingly, signs and indications which may serve in trade to designate the characteristics of the goods
or service in respect of which registration is sought are, by virtue of Regulation No 40/94, deemed incapable,
by their very nature, of fulfilling the indication-of-origin function of the trade mark, without prejudice to the
possibility of their acquiring distinctive character
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through use under Article 7(3) of Regulation No 40/94.

31 By prohibiting the registration as Community trade marks of such signs and indications, Article 7(1)(c) of
Regulation No 40/94 pursues an aim which is in the public interest, namely that descriptive signs or
indications relating to the characteristics of goods or services in respect of which registration is sought may be
freely used by all. That provision accordingly prevents such signs and indications from being reserved to one
undertaking alone because they have been registered as trade marks (see, inter alia, in relation to the identical
provisions of Article 3(1)(c) of First Council Directive 89/104/EEC of 21 December 1988 to approximate the
laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), Windsurfing Chiemsee, paragraph 25,
and Joined Cases C-53/01 to C-55/01 Linde and Others [2003] ECR I-0000, paragraph 73).

32 In order for OHIM to refuse to register a trade mark under Article 7(1)(c) of Regulation No 40/94, it is
not necessary that the signs and indications composing the mark that are referred to in that article actually be
in use at the time of the application for registration in a way that is descriptive of goods or services such as
those in relation to which the application is filed, or of characteristics of those goods or services. It is
sufficient, as the wording of that provisions itself indicates, that such signs and indications could be used for
such purposes. A sign must therefore be refused registration under that provision if at least one of its
possible meanings designates a characteristic of the goods or services concerned.

33 In the present case, the reason given by the Court of First Instance, at paragraph 20 of the contested
judgment, for holding that the word at issue could not be refused registration under Article 7(1)(c) was that
signs or indications whose meaning `goes beyond the merely descriptive' are capable of being registered as
Community trade marks and, at paragraph 31 of the contested judgment, that `that term cannot be
characterised as exclusively descriptive'. It thus took the view that Article 7(1)(c) of Regulation No 40/94 had
to be interpreted as precluding the registration of trade marks which are `exclusively descriptive' of the goods
or services in respect of which registration is sought, or of their characteristics.

34 In so doing, the Court of First Instance applied a test based on whether the mark is `exclusively
descriptive', which is not the test laid down by Article 7(1)(c) of Regulation No 40/94.

35 It thereby failed to ascertain whether the word at issue was capable of being used by other economic
operators to designate a characteristic of their goods and services.

36 It follows that it erred as to the scope of Article 7(1)(c) of Regulation No 40/94.

37 In those circumstances, OHIM's submission that the contested judgment is vitiated by an error of law is
well founded.

38 It follows from the foregoing that the contested judgment must be set aside.

39 Under the second sentence of the first paragraph of Article 61 of the Statute of the Court of Justice, the
Court may, if it annuls the decision of the Court of First Instance, refer the case back to the Court of First
Instance for judgment.

40 In the present proceedings, the case must be referred back to the Court of First Instance and costs must be
reserved.
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Order of the Court of First Instance (Second Chamber)
of 3 July 2003

Lichtwer Pharma AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Community trade mark - Opposition - Opposition withdrawn - No need to adjudicate. Case T-10/01.

In Case T-10/01,

Lichtwer Pharma AG, established in Berlin, represented by H.P Kunz-Hallstein and R. Kunz-Hallstein,
lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (trade marks and designs) (OHIM), represented by O.
Waelbroeck and G. Schneider, acting as Agents,

defendant,

Biofarma, formerly Orsem SARL, established in Neuilly-sur-Seine (France), represented by V. Gil Vega and
A. Ruiz Lopez, lawyers,

intervener,

APPEAL against the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 8 November 2000 (Case R 586/1999-2) relating to opposition
proceedings between Lichtwer Pharma AG and Biofarma,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: H. Jung,

makes the following

Order

1 On 26 June 1996, the applicant made an application for a Community trade mark to the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark for which registration was sought is the word Sedonium.

3 The products for which registration was sought are within Classes 5 (medicines, pharmaceutical and sanitary
preparations; dietetic substances adapted for medical use), 29 (dietetic substances not for medical use; food
supplements) and 30 (dietetic substances not for medical use; food supplements) for the purposes of the Nice
Agreement Concerning the International Classification of Goods and Services of 15 June 1957, as revised and
amended.

4 The application was published in the Community Trade Marks Bulletin on 29 December 1997.

5 On 30 March 1998, Orsem SARL entered an opposition, under Article 42 of Regulation No 40/94, to the
application for a Community trade mark for which registration is sought in respect of goods falling within
Class 5, as set out in the application for registration. The earlier mark on which the opposition is based is the
word PREDONIUM registered in 1994 in several Member States in respect of goods within Class 5 for the
purposes of the Nice Agreement. On 29 June 2000, Orsem merged with the intervener.
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6 During the course of the opposition proceedings, the applicant restricted the list of goods contained in its
application, so far as concerned goods within Class 5, to the effect that it was seeking registration of the trade
mark only in respect of medicine and dietetic preparations for medical purposes, namely phytogenic soporifics
and sedatives.

7 By decision of 9 July 1999, the Opposition Division refused the application for a Community trade mark
under Article 43(5) of Regulation No 40/94 in respect of goods within Class 5.

8 By decision of 8 November 2000 (the contested decision), the Second Board of Appeal dismissed the appeal
brought by the applicant against the decision of the Opposition Division.

9 By application lodged at the Court Registry on 22 January 2001, the applicant brought the present action.

10 On 29 March 2001, English became the language of the case, in accordance with Article 131(2) of the
Rules of Procedure of the Court of First Instance.

11 By letter of 21 August 2002, the intervener informed the Court of an agreement between itself and the
applicant that it would no longer object to the application for registration of the word Sedonium in respect of
goods within Class 5.

12 By letter of 23 August 2002, the Office also informed the court that, by letter of 21 August 2002, it had
itself been informed of the agreement between the applicant and the intervener. Furthermore, the Office points
out that, since the opposition was properly withdrawn, there is no longer any need to adjudicate in the present
case. So far as costs are concerned, the Office requests the Court not to order it to pay them.

13 By letter of 16 September 2002, the applicant intimated its agreement with the view that, since the
opposition has been withdrawn, the present action has become devoid of purpose. Nevertheless, it states that
the contested decision should be either formally annulled or declared to have no legal effect.

14 The Court finds that, in view of the withdrawal of the opposition, the present action has become devoid of
purpose.

15 In that respect, it should be pointed out, first, that an opposition may be withdrawn at any time. In the
first sentence of Article 44(1) of Regulation No 40/94 the legislature expressly provides for withdrawal only
of Community trade mark applications. However, given that, according to the scheme of Regulation No 40/94,
the applicant for a Community trade mark and the opponent are on equal footing in opposition proceedings, it
must be considered that that equality also extends to the possibility of withdrawing at any procedural stage.

16 Secondly, it must be considered that, where the opposition is withdrawn in the course of proceedings
before the Board of Appeal for a decision on the opposition or in the course of proceedings before the
Community judicature for a decision on an appeal made to the Office against the decision on the opposition,
proceedings are otiose, since they thus becomes devoid of purpose.

17 As regards the decision of the Opposition Division, the Court finds that it has not taken effect. According
to the second sentence of Article 57(1) of Regulation No 40/94, appeals to the Office from decisions have
suspensory effect. Accordingly, a decision such as that of the Opposition Division, against which an appeal
lies, takes effect only where, within the period prescribed by the first sentence of Article 59 of Regulation No
40/94, no appeal has been lodged at the Office or such an appeal is definitively dismissed by the Board of
Appeal. However, neither of those two hypotheses is the case here, given that the contested decision has not
taken effect either. In that regard, it is clear from Article 62(3) of Regulation No 40/94 that decisions of
Boards of Appeal take effect only after the expiry of the period referred to in Article 63(5) of Regulation No
40/94
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or, where an appeal has been lodged at the Court of Justice within that period, upon the dismissal thereof.
However, neither of those two hypotheses is the case here.

18 Accordingly, it suffices to declare, in accordance with Article 113 of the Rules of Procedure, that there is
no longer any need to adjudicate.

Costs

1920 Article 87(6) of the Rules of Procedure provides that where a case does not proceed to judgment the
costs are in the discretion of the Court.

21 In the circumstances of the case, it must be pointed out that the decision not to proceed to judgment is the
result of an amicable settlement between the applicant and the intervener rather than of an agreement between
the applicant and the defendant. Accordingly, the applicant and the intervener must be ordered to bear their
own costs and to pay the costs incurred by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber),

hereby orders:

1. There is no need to adjudicate.

2. The applicant and the intervener must be ordered to bear their own costs and to pay the costs incurred by
the defendant.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Axions SA and Christian Belce
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Threedimensional marks - Brown cigar shape and gold ingot shape - Absolute grounds for
refusal - Distinctive character - Article 7(1)(b) of Regulation (EC) No 40/94. Joined cases T-324/01 and

T-110/02.

In Joined Cases T-324/01 and T-110/02,

Axion SA, established in Geneva (Switzerland),

Christian Belce, resident at Veyrier (Switzerland),

represented by C. Eckhartt, lawyer,

applicants,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

ACTIONS brought against two decisions of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 26 September 2001 (Case R 599/2001-3) and 16 January 2002
(Case R 538/2001-3), relating to the registration as Community trade marks of a three-dimensional shape
representing a brown cigar (Case T-324/01) and a three-dimensional shape representing a gold ingot (Case
T-110/02),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 15 January 2003,

gives the following

Judgment

Costs

54 Under Article 87(2) of the Rules of Procedure of the Court of First Instance the unsuccessful party is to
be ordered to pay the costs if they are applied for in the successful party's pleadings. Since the applicants
have been unsuccessful, they must be ordered to pay the costs incurred by OHIM, as applied for by it.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Dismisses the applications;

2. Orders the applicants to pay the costs.
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Background to the dispute

1 On 20 March and 3 December 1999, the applicants filed two applications for Community trade marks,
under numbers 1 565 589 and 1 408 889 respectively, at the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) under Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The marks in respect of which registration was sought were, first of all, a three-dimensional shape
representing a brown cigar (trade mark application No 1 565 589) and, secondly, a three-dimensional shape
representing a gold ingot (trade mark application No 1 408 889). The graphic representations of the
three-dimensional marks sought are reproduced below as they appear in the annexes to the trade mark
applications:

Trade mark application No 1 565 589

Trade mark application No 1 408 889

3 The goods in respect of which registration was sought are within Class 30 (trade mark application No 1 565
589) and Classes 16 and 30 (trade mark application No 1 408 889) of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following descriptions:

`Chocolate, chocolate goods; pastry and confectionery' within Class 30;

`Chocolate, chocolate goods' within Class 30; `Cardboard packaging in the form of a gold ingot for chocolate
and chocolate goods' within Class 16.

4 By decisions of 12 April 2001 and 23 March 2001 the examiner refused trade mark applications No 1 565
589 and No 1 408 889 pursuant to Article 38 of Regulation No 40/94 on the ground that the marks claimed
were devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94.

5 On 12 June 2001 and 22 May 2001 the applicants appealed to OHIM under Article 59 of Regulation No
40/94 against the examiner's decisions of 12 April 2001 and 23 March 2001.

6 By decisions of 26 September 2001 (Case R 599/2001-3) (hereinafter `the contested decision in Case
T-324/01') and 16 January 2002 (Case R 538/2001-3) (hereinafter `the contested decision in Case T-110/02'),
which were served on the applicants on 11 October 2001 and 7 April 2002 respectively, the Third Board of
Appeal dismissed the appeals. The Board essentially found that the marks claimed had to be refused
registration under Article 7(1)(b) of Regulation No 40/94. It held that shapes comparable to those displayed
by the marks sought were widespread in the market for the goods in question and that the marks claimed
were not sufficiently different from those shapes in order for them to be considered to possess the minimum
requisite degree of distinctiveness, in the absence of any other features, for example, verbal or graphic. In
that context, it stated that the average consumer does not engage in close analysis of the shape or colour of
the goods concerned but accords them only fleeting attention.

Procedure and forms of order sought

7 By applications lodged at the Registry of the Court on 11 December 2001 and 5 April 2002, registered
under numbers T-324/01 and T-110/02 respectively, the applicants brought these actions.

8 OHIM lodged its responses at the Registry of the Court on 5 April and 5 July 2002.

9 By order of the President of the Fourth Chamber of 18 November 2002, Cases T-324/01 and T-110/02 were
joined for the purposes of the oral procedure and the judgment, pursuant to Article 50 of the Rules of
Procedure of the Court of First Instance.
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10 Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (Fourth Chamber) decided to
open the oral procedure.

11 The parties presented oral argument and replied to the Court's questions at the hearing on 15 January 2003.

12 The applicants claim that the Court should:

- in Case T-324/01, annul the decision of 26 September 2001 (Case R 599/2001-3) and order OHIM to pay
the costs;

- in Case T-110/02, annul the decision of 16 January 2002 (Case R 538/2001- 3) and order OHIM to pay the
costs.

13 In Cases T-324/01 and T-110/02, OHIM contends that the Court should:

- dismiss the applications;

- order the applicants to pay the costs.

Law

14 The applicants advance two pleas in law in support of their applications, alleging, first, infringement of
Article 7(1)(b) of Regulation No 40/94 and, secondly, infringement of the principle of equal treatment.

First plea: infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

15 The applicants argue, first, relying on paragraph 44 of the judgment of the Court of First Instance in Case
T-335/99 Henkel v OHIM (Rectangular red and white tablet) [2001] ECR II-2581, that a minimum degree of
distinctive character is sufficient in order for a trade mark to be registrable. They also claim that Article
7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks, so that the
criteria for assessing the distinctive character of three-dimensional shape of goods marks are no different from
those applicable to other categories of trade mark.

16 The applicants contend that the Board of Appeal was wrong to find, at paragraph 21 of the contested
decision in Case T-110/02, that, in order for a three-dimensional trade mark not to be refused registration
under Article 7(1)(b) of Regulation No 40/94, it must exhibit features that are sufficiently unusual and
arbitrary, which are different from those that result from the type of goods or their marketing, and from the
usual shape of the goods or their packaging. Contrary to the Board of Appeal's view, the Court of first
Instance did not establish any such general criteria for assessing the distinctiveness of three-dimensional trade
marks in its judgment in Case T-117/00 Proctor and Gamble v OHIM (Square white and pale green tablet)
[2001] ECR II-2723). The Court's finding, at paragraph 73 of the judgment, that the Board of Appeal had
been entitled in that case to apply such criteria does not mean that three-dimensional trade marks must in
general exhibit a particular and striking shape by reference to the goods concerned.

17 As to the definition of the persons to whom the goods covered by the marks claimed are directed, the
applicants state that they comprise end consumers in general. That statement does not, however, in their
submission, justify the conclusion reached by the Board of Appeal that the end consumer focuses his attention
on the labelling of the product, its packaging and the name or image affixed thereto, rather than on its shape
alone. According to the applicants, the average end consumer of simple chocolate and pastry goods may, on
the contrary, correctly be deemed also to regard the shape of goods as significant so far as their trade origin
is concerned, and to adjust his choice on the basis of the shape of the goods alone.
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18 Next, as regards the three-dimensional mark shaped like a brown-coloured cigar (Case T-324/01), the
applicants claim that this is a very specific, individual and unusual shape that is clearly distinguishable from
existing shapes, and that is it not one of the typical variants of the shapes present on the market.

19 They submit in that connection that the mark claimed consists of a three-dimensional representation of a
round, cylindrical form which, by virtue of the fact that it is brown, bears a strong resemblance, in terms of
the overall impression it conveys, to the shape of a cigar. Such a shape is, in the applicants' submission,
unknown on the relevant market. The examples of chocolate and pastry goods mentioned by the Board of
Appeal are fundamentally different from those covered by the mark claimed, because they only approximate to
a cigar shape, and the relevant public knows this. According to the applicants, that applies to the goods
identified by the following trade marks: `25 Nefles' (owned by Rifacli); `Cigarettes Russes' (owned by
Delacre); `Waffeletten' and `Picadilly' (owned by Bahlsen); and `Finger' (owned by Cadbury).

20 Finally, as regards the three-dimensional gold ingot shape mark (Case T-110/02), the applicants contend
that, in the perception of the relevant public, this is a wholly unusual and original shape for chocolate
products. The particular shape of an upside-down gold ingot does not exist on the relevant market, and it
therefore possesses the required minimum degree of distinctiveness.

21 The applicants argue more particularly that the mark claimed consists of an almost exact representation, in
terms of size, of a real gold ingot, except that it is upside down. The shape in question is fundamentally
different from the other ingot shapes in the market for chocolate and chocolate products. According to the
applicants, protection is only requested in respect of the gold ingot shape in its upside-down form, which
differs clearly and consciously from the classic `block' shape. Furthermore, the applicants claim that the
dimensions of the shape (25 cm by 8 cm) go beyond what is usual for the presentation of chocolate products
on the market.

22 Unlike the Board of Appeal, the applicants do not consider this distinctive feature to be discernible only
upon careful and systematic scrutiny. In this context the applicants add that chocolate products and shapes of
packaging of this type are sold to end consumers for not less than EUR 8 or 9. Accordingly, the applicants
contend, the attention accorded by the relevant public to the shape is substantially greater than in the case of
chocolate and pastry products sold at lower prices.

23 OHIM contends that the criteria for assessing the distinctiveness of a three-dimensional shape of goods
mark are no different from those that apply to other types of trade mark. However, it takes the view that the
shape of goods does not communicate information to the public as to the origin of the goods in the same way
that word or figurative indications affixed to the goods or their packaging do. In OHIM's view, when it come
to goods of everyday consumption, the public does not generally make a connection between the shape of the
goods and their origin. It therefore contends that, in order for the shape of goods to be perceived as an
indication of their origin, it must display particular features capable of attracting the public's attention. OHIM
claims, referring to paragraph 37 of the Court's judgment in Case T-88/00 Mag Instrument v OHIM (Torch
shape) [2002] ECR II-467, that this does not occur where the public is accustomed to shapes similar to those
at issue here, in a wide variety of designs.

24 With regard to the three-dimensional brown-coloured cigar shape, OHIM claims that the Board of Appeal
did not make an error of assessment in finding that shapes based on cigar or cigarette shapes were very
widespread in the market for the goods in question, and that the mark claimed was not sufficiently different
from other shapes in the market for it to be able to find that, in the absence of any other elements, for
example verbal or graphic, it possessed the required minimum degree of distinctiveness. OHIM submits in this
context that the average consumer does not subject these goods to close analysis, but accords them only
fleeting attention.
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25 As to the three-dimensional shape representing a gold ingot, OHIM contends first of all that the average
consumer only pays limited attention to the shape of these goods. It submits that factors such as the price of
the product, as to which no particulars are provided in the trade mark application, and which will not be the
subject of the registration, cannot be taken into account in assessing a trade mark's distinctiveness.

26 Next, OHIM contends that the Board of Appeal did not make an error of assessment in finding that
packaging shaped like a gold ingot was very widespread in the market for the goods in question, and that the
mark claimed was not sufficiently different from other shapes in the market for it to be able to find that, in
the absence of any other elements, for example verbal or graphic, it possessed the required minimum degree
of distinctiveness.

27 Finally, according to OHIM, that conclusion cannot be invalidated by the applicants' argument that the
mark claimed consists of an upside-down gold ingot shape. It states that it is not clearly discernible from the
graphic reproduction of the mark as it appears in the trade mark application whether the goods sold under the
mark claimed are to be presented to consumers in a particular position.

Findings of the Court

28 Article 7(1)(b) of Regulation No 40/94 provides that `trade marks which are devoid of any distinctive
character' are not to be registered.

29 It must first of all be borne in mind that, according to the case-law, the trade marks covered by Article
7(1)(b) of Regulation No 40/94 are in particular those which, from the point of view of the relevant public,
are commonly used, in trade, for the presentation of the goods or services concerned or in connection with
which there exists, at the very least, concrete evidence justifying the conclusion that they are capable of being
used in that manner (Joined Cases T-79/01 and T-86/01 Bosch v OHIM (Kit Pro and Kit Super Pro) [2002]
ECR II-0000, paragraph 19). Moreover, the signs referred to in Article 7(1)(b) are incapable of performing
the essential function of a trade mark, namely that of identifying the origin of the goods or services, thus
enabling the consumer who acquired them to repeat the experience, if it proves to be positive, or to avoid it,
if it proves to be negative, on the occasion of a subsequent acquisition (Case T-79/00 Rewe Zentral v OHIM
(LITE) [2002] ECR II-705, paragraph 26, and Kit Pro and Kit Super Pro, paragraph 19).

30 Accordingly, the distinctiveness of a mark may be assessed only, first, in relation to the goods or services
for which registration of the sign has been requested and, second, in relation to the perception which the
relevant public has of it (LITE, paragraph 27, and Kit Pro and Kit Super Pro, paragraph 20).

31 In this case the Board of Appeal found that the relevant public in relation to products in the categories
`chocolate, chocolate goods' and `pastry and confectionery' (Class 30) is composed of end consumers in
general (paragraphs 23 and 24 of the contested decision in Case T-324/01 and paragraphs 24 and 25 of the
contested decision in Case T-110/02). The applicants do not challenge that finding. As the goods are intended
for everyday consumption, that analysis must be held to be correct. Furthermore, that public is deemed to be
well informed and reasonably observant and circumspect (Case C-342/97 Lloyd Schuhfabrik Meyer [1999]
ECR I-3819, paragraph 26, and Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph
27). As for the goods in the categories identified as `Cardboard packaging in the form of a gold ingot for
chocolate and chocolate goods' (Class 16), the Board of Appeal pointed out that the relevant public is
composed both of chocolate makers and of small- and medium-sized confectioners and bakers (paragraphs 35
and 36 of the contested decision in Case T-110/02). However, that difference is immaterial when it comes to
assessing the distinctiveness of the mark claimed in Case T-110/02. Even if, in principle, it is the purchasers
of the goods identified by the Board of Appeal and not end consumers in general
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who acquire those products, they none the less acquire them with a view to subsequent sales of the packaged
product to end consumers.

32 Second, it must be observed that Article 7(1)(b) of Regulation No 40/94 makes no distinction between
different categories of mark. Accordingly, it is not appropriate to apply more stringent criteria when assessing
the distinctiveness of three-dimensional marks comprising the shape of the goods themselves, such as those
sought in the present case, than in the case of other categories of mark (Torch shape, paragraph 32).

33 With regard, in this case, first of all to the three-dimensional brown-coloured cigar shape (Case T-324/01),
the Board of Appeal found that shapes based on cigar or cigarette shapes are very widespread in the market
for the goods in question (paragraph 27 of the contested decision in Case T-324/01). As OHIM has
satisfactorily demonstrated in its response, there are, in addition to the cigar-shaped chocolate products cited in
the contested decision, other goods on the market with similar shapes, such as the chocolate cigars made by
Godiva, Niederegger and Hauser, some of which bear a strong resemblance to a real cigar.

34 Furthermore, as the Board of Appeal rightly pointed out at paragraphs 29 and 30 of the contested decision
in Case T-324/01, the shape and colour of the mark claimed are not sufficiently different from the shape and
colour of other chocolate and pastry products on the market for it to be possible to consider that, in the
absence of any other elements, for example verbal or graphic, that mark possesses the required minimum
degree of distinctiveness.

35 Those findings cannot be called into question by the applicants' argument that there are differences, which
it claims to be considerable, between the shape and colour of the mark claimed (round and cylindrical and, by
virtue of being brown, similar to a cigar shape) and the shape and colour of the other chocolate and pastry
products referred to in the contested decision in Case T-324/01. In that regard, it must be observed that, as
OHIM appositely points out, the average consumer does not subject the shape and colour of the products
concerned to close analysis, but accords them only fleeting attention. Accordingly, the alleged differences in
shape and colour relied on by the applicants in this case are not such as to invalidate the conclusion that the
mark claimed is not substantially different from one of the basic shapes of the products concerned which is
commonly used in the trade.

36 Next, with regard to the three-dimensional gold ingot mark (Case T-110/02), OHIM again rightly notes that
the average consumer pays only fleeting attention to the shape and colour of the products concerned. In that
respect, the applicants' argument that consumers pay greater attention owing to the higher price at which these
products are sold must be rejected. As is clear from the case-law of the Court of First Instance, for the
purposes of assessing the registrability of a sign in respect of a particular category of goods and/or services,
whether the applicant for the trade mark in question is contemplating using or is actually using a particular
marketing concept is immaterial. The existence of a marketing concept is a factor that is extrinsic to the right
conferred by the Community trade mark. Furthermore, since a marketing concept is purely a matter of choice
for the undertaking concerned, it is liable to be altered after the Community trade mark has been registered
and cannot therefore have any bearing on the assessment of the mark's registrability (Case T-355/00
DaimlerChrysler v OHIM (TELE AID) [2002] II-1939). OHIM is therefore right in maintaining that factors
such as the price of the product concerned, which will not be the subject of the registration, cannot be taken
into consideration in assessing a trade mark's distinctiveness.

37 The Board of Appeal has satisfactorily demonstrated, at paragraphs 28 to 31 of the contested decision in
Case T-110/02, that packaging resembling a gold ingot is very widespread in the market for the products in
question. As OHIM says in its response, undertakings other than those referred to in the contested decision,
such as Feodora, Lebkuchen-Schmidt and Café Tasse, also market
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competing products in similar shapes and colours.

38 Similarly, at paragraphs 32 and 33 of the contested decision in Case T-110/02, the Board of Appeal
appositely noted that the shape and colour of the mark claimed are not sufficiently different from the shape
and colour of other products on the market for it to be possible to consider that, in the absence of any other
elements, for example verbal or graphic, that mark possesses the required minimum degree of distinctiveness.

39 That conclusion is not invalidated by the applicants' assertion that the mark claimed comprises an
upside-down gold ingot of 25 cm by 8 cm.

40 First, as OHIM pointed out in its response, in assessing the distinctiveness of a three-dimensional trade
mark, a particular spatial positioning of the product need be taken into account only if the product is usually
displayed in that position, as is the case, for example, with bottles. In the present case, the chocolate bars are
not ordinarily presented with a particular spatial positioning. The fact that there is a design on the largest
surface area of the packaging of the products marketed by the applicants in the shape in question is not
sufficient to establish a particular spatial positioning for those products. The design in question relates to a
certain marketing concept used by the applicant for the mark which is subject to alteration and the existence
of which, as pointed out in paragraph 36 above, is of no relevance for the purposes of assessing the
registrability of a sign as a trade mark.

41 As regards, secondly, the dimensions of the shape in question, they cannot in themselves be decisive for
the purposes of assessing the distinctiveness of that shape, since they concern an aspect of the products
concerned that is linked to the quantity of chocolate contained in the packaging. Accordingly, it cannot be
considered that the relevant public perceives the shape of the gold ingot, even if viewed in conjunction with
the dimensions given by the applicants, as an indication of the trade origin of the products concerned.

42 Finally, in the Community trade mark application form the applicants indicated, by ticking the relevant
box, that the mark claimed was a three-dimensional mark. However, the words `representation of the frustum
of a pyramid upside down, with a rectangular base area approximately 25 cm x 8 cm and bevelled lateral
faces' appear under the heading `Specification of the other type of trade mark' in the application form. It is
clear from the way in which the form is structured and from the part entitled `Representation of the mark' in
the `Notes on the application form' issued by OHIM that `other' marks are those that do not fall within one of
the categories explicitly mentioned, which include three-dimensional trade marks. Accordingly,
three-dimensional marks are regarded as a type of mark that does not fall within the category `other' marks.

43 Accordingly, if the mark were registered, the particulars concerning the spatial positioning and the
dimensions of the shape in question would not be registered, and would therefore form part of a mere
marketing concept.

44 In the light of the foregoing considerations, the Court finds that the marks claimed do not differ
substantially from certain basic shapes, commonly used in the trade, of the products concerned but are, rather,
a variant of those shapes. That fact is concrete evidence, in the sense contemplated in the case-law cited at
paragraph 29 above, justifying the conclusion that they are capable of being commonly used in trade for the
presentation of the products covered by the trade mark applications.

45 Accordingly the marks claimed, as perceived by an average consumer who is reasonably well informed and
reasonably observant and circumspect, are not capable of differentiating the products concerned or of
distinguishing them from those of a different trade origin. They are therefore devoid of distinctive character in
relation to those products.
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46 It follows that the plea alleging infringement of Article 7(1)(b) of Regulation No 40/94 must be rejected.

Second plea: infringement of the principle of equal treatment

Arguments of the parties

47 The applicants claim that, by refusing the marks sought to be registered, the Board of Appeal infringed the
principle of equal treatment.

48 In that respect, they rely on the decisions of the Boards of Appeal finding the following three-dimensional
trade marks to be registrable: buckle-shaped trade mark, inter alia, for categories of goods cited as `leather and
imitations of leather, and goods made of these materials' (Case R 272/1999-3); waffle-shaped trade mark, in
particular for categories of goods cited as `pastry and confectionery' (Case R 565/1999-1); trade mark
consisting of a flower-shaped snack for categories of goods cited as `potato products, with or without
flavourings; savoury snacks' (Case R 467/1999-3); trade mark in the form of a three-dimensional flow
regulator for the category of goods cited as `flow regulators' Case R 104/1999-3); and trade mark in the shape
of a tablet dispenser for the category of goods cited as `anti-diabetic preparations' (Case R 275/2000-1).

49 According to the applicants, those trade marks display neither a measure of originality nor any greater
degree of fancifulness than those possessed by the marks claimed.

50 OHIM replies, referring to paragraph 66 of the Court's judgment in Case T-106/00 Streamserve v OHIM
(STREAMSERVE) [2002] ECR II-723, that this plea is irrelevant as the legality of the decisions of Boards of
Appeal must be assessed solely on the basis of Regulation No 40/94, as interpreted by the Community Courts,
and not on the basis of a previous decision-making practice of those boards, which may be unlawful. In
addition, OHIM states that the trade marks to which the decisions of the Boards of Appeal cited by the
applicants relate are not comparable to the marks claimed.

Findings of the Court

51 As the case-law makes clear, decisions concerning registration of a sign as a Community mark which the
Boards of Appeal are called on to take under Regulation No 40/94 are adopted in the exercise of
circumscribed powers and are not a matter of discretion. Accordingly, the registrability of a sign as a
Community trade mark must be assessed solely on the basis of that regulation, as interpreted by the
Community Courts, and not on the basis of a previous practice of the Boards of Appeal (see, to that effect,
STREAMSERVE, paragraph 66, and Kit Pro and Kit Super Pro, paragraph 32). The second plea in law must
therefore be rejected as being of no consequence.

52 In any event, it must be observed that, whilst it is accepted that factual or legal grounds contained in an
earlier decision might constitute arguments to support a plea alleging infringement of a provision of
Regulation No 40/94 (see, to that effect, STREAMSERVE, paragraph 69, and Kit Pro and Kit Super Pro,
paragraph 33), in this case, the applicants have not claimed that the earlier decisions of the Boards of Appeal
relied on by them contain grounds such as to call into question the findings made above in relation to the
plea alleging infringement of Article 7(1)(b) of Regulation No 40/94.

53 It follows from all of the foregoing that the applications must be dismissed in their entirety.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2004. M+M Gesellschaft für

Unternehmensberatung und Informationssysteme mbH v Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM). Community trade mark - Opposition proceedings -

Application for verbal mark "M+M EUROdATA' - Earlier verbal mark EURODATA TV - Relative
grounds for refusal - Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No 40/94. Case

T-317/01.

In Case T-317/01,

M+M Gesellschaft für Unternehmensberatung und Informationssysteme mbH, established in Frankfurt am Main
(Germany), represented by M. Treis, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen and U. Pfleghar, acting as Agents,

defendant,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

Mediametrie SA , established in Paris (France), represented originally by D. Dupuis-Latour and then by S.
Szilvasi, lawyers,

intervener,

action brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 2 October 2001 in Case R 698/2000-1 concerning opposition
proceedings between Mediametrie SA and M+M Gesellschaft für Unternehmensberatung und
Informationssysteme mbH,

THE COURT OF FIRST INSTANCEOF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A.W.H. Meij and N.J. Forwood, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing of

16 December 2003,

gives the following

Judgment

Costs

92. Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been asked for in the successful party's pleadings.

93. In this case both the Office and the intervener have been unsuccessful, inasmuch as the contested decision
must be annulled. Furthermore, the applicant has applied for an order that the Office should pay the
applicant's costs.
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94. In those circumstances, the Office must be ordered to pay the costs incurred by the applicant and the
intervener to bear its own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 2 October 2001 in Case R 698/2000-1, save in so far as it referred the case
back to the Opposition Division for the latter to act on the application for a trade mark in respect of the
goods and services covered by that application and falling within Classes 9, 16 and 42;

2. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the
applicant's costs;

Orders the intervener to bear its own costs.

Background to the dispute

1. On 29 November 1996 the applicant filed an application under Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for registration of a
Community trade mark with the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(the Office').

2. The trade mark for which registration was sought is the sign M+M EUROdATA.

3. The goods and services in respect of which registration of the mark was sought fall within Classes 9, 16,
35, 41 and 42 under the Nice Agreement concerning the International Classification of Goods and Services for
the Purpose of the Registration of Marks of 15 June 1957, as revised and amended, and, in respect of each of
those classes, correspond to the description:

- computer software', falling within Class 9;

- publications and periodicals dealing with research in the food business', falling within Class 16;

- market research, market analysis and trade research, services offering advice to businesses in the sphere of
marketing and distribution', falling within Class 35;

- seminars and other kinds of continuing training in marketing and distribution', falling within Class 41;

- data-bank services', falling within Class 42.

4. On 29 June 1998 the application for the trade mark was published in the Community Trade Marks Bulletin
No 46/98.

5. On 29 September 1998 the intervener filed its opposition under Article 42(1) of Regulation No 40/94 to
registration of that Community trade mark.

6. The basis of the opposition was trade mark EURODATA TV, which had been the subject of the following
registrations:

- Irish registration No 201 060 of 1 July 1996;

- French registration No 92 414 002 of 7 April 1992;
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- international registration No 591 515 of 25 September 1992, with effect in Benelux, Spain, Italy and
Portugal.

7. The opposition was directed against registration of the trade mark sought in respect of the services
mentioned in the application for a trade mark, described as market research, market analysis and trade
research, services offering advice to businesses in the sphere of marketing and distribution; seminars and other
kinds of continuing training in marketing and distribution'.

8. The opposition was based on a part only of the services covered by the French and international
registrations, namely, the following: Gathering and supply of commercial information, more especially opinion
surveys and polls in the audiovisual realm', falling within Class 35.

9. The opposition was also based on the following services, covered by the Irish registration: Gathering and
supply of commercial information; commercial enquiries; advertising services; advising and assisting industrial
or commercial undertakings; preparation and supply of trade statistics; marketing studies; market research and
analysis', falling within Class 35.

10. In support of its opposition, the intervener relied on the relative grounds for refusal referred to in Article
8(1)(b) of Regulation No 40/94.

11. Taking the view that there was no likelihood of confusion, the Opposition Division rejected the opposition
by decision of 20 April 2000 and ordered the intervener to pay the costs.

12. The intervener lodged an appeal against that decision under Article 59 of Regulation No 40/94 on 16 June
2000.

13. By decision of 2 October 2001 (the contested decision'), the First Board of Appeal annulled the
Opposition Division's decision and referred the case back to the Opposition Division to act on the application
with regard to the goods and services in respect of which registration had not been refused, namely, computer
software', which falls within Class 9, publications and periodicals dealing with research in the food business',
which fall within Class 16, and data-bank services', which fall within Class 42. The Board also ordered the
applicant to pay the costs incurred during the opposition and appeal proceedings.

14. The grounds of the contested decision can be summarised as follows.

15. So far as the services in question are concerned, the Board of Appeal considered that they were partly
identical and partly very similar (see paragraphs 19 and 20 respectively of the contested decision).

16. So far as the signs in question are concerned, the Board of Appeal considered that the signs EUROdATA'
and EURODATA' were identical, for the public did not pay attention to the difference between capital and
small letters. Next, it considered that if it were to attribute a distinctive character to the word eurodata', the
signs in question would then have to be regarded as similar to the point of creating confusion, and that if it
were to decide, to the contrary, that the word was essentially devoid of any distinctive character, stress would
instead be placed on the signs' other features, especially the M+M' element, so that the signs would have to
be regarded as differing (paragraph 13 of the contested decision).

17. On this point, the Board of Appeal decided that the word eurodata' was not entirely devoid of any
distinctive character. In its view, it is unlikely that the consumers concerned would be able to decipher quite
what that word meant. Research conducted by the applicant on the internet showed that a broad range of
unconnected business activities is associated with the word eurodata', thus showing that the word is far from
being clearly defined. What is more, the Board of Appeal thought that the word was seen as one of the
characteristic features of the earlier trade mark and of the trade mark applied for and that therefore it was
impossible to compare the two if that word
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were left out of account (paragraphs 14 and 15 of the contested decision).

18. Having regard to the foregoing, the Board of Appeal considered, first, the mark applied for to consist of
two distinct terms, of which the word eurodata' predominated, and, second, the earlier mark to contain only
one distinctive element, EURODATA, the abbreviation TV' being descriptive. The Board of Appeal deduced
that the public would think that the trade marks in question emanated from the same commercial source
(paragraphs 16 to 18 of the contested decision).

Procedure

19. By application lodged at the Registry of the Court of First Instance on 17 December 2001, the applicant
brought the present action in German.

20. Since the other parties did not object within the period prescribed to German's being the language of the
case before the Court of First Instance, the latter designated German as the language of this case.

21. The Office and the intervener lodged their replies at the Court Registry on 25 April 2003 and 16 May
2003 respectively.

Forms of order sought by the parties

22. The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the applicant's costs.

23. At the hearing the applicant stated that it sought annulment of the contested decision only in so far as that
decision annulled the part of the Opposition Division's decision that was favourable to the applicant.

24. The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

25. The intervener contends that the Court should:

- uphold the contested decision;

- dismiss the action in its entirety;

- order the applicant to pay the intervener's costs.

Law

The parties' arguments

26. In support of its action the applicant puts forward a single plea in law, alleging infringement of Article
8(1)(b) of Regulation No 40/94, in that the Board of Appeal wrongly held that there was a likelihood of
confusion.

27. With regard to the signs in question, the applicant maintains, first, that the earlier mark consists of
descriptive elements only.

28. Next, as regards the visual and aural comparison of the signs at issue, the applicant claims that the
element M+M' appears only in the mark applied for and clearly differentiates it more than the element
eurodata'. Conceptually, the signs are different, since the element M+M' represents the applicant's name,
whereas the element TV' refers to the intervener's commercial activity.
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29. With regard to the services at issue, the applicant claims, so far as those covered by the application for
the trade mark and falling within Class 35 are concerned, that it is clear from their designations that they
concern nothing other than marketing and the dissemination of information. Now, it is chiefly persons active
in the food business who would call on such services. In addition, it appears from the lists of services
protected by the earlier trade mark that those services were offered solely in the media sphere, as shown by
the intervener's name. Finally, the information gathered by those services is different.

30. The applicant goes on to say that, if it should be concluded that the services in question were similar, the
intervener would be able to forbid the use throughout the Community of other trade marks containing the
element eurodata' and relating to the gathering of information.

31. With regard to the services covered by the application for a trade mark and falling within Class 41, the
applicant maintains that the fact that they fall into a class other than that within which the services protected
by the earlier trade mark fall is at the least a sign that between the services in question there is no similarity
except in exceptional cases. However, this is not an exceptional case, in so far as the former services related
to vocational training while the latter concern the acquisition and supply of information.

32. The applicant adds that the line of argument followed by the Board of Appeal would lead, when all is
said and done, to recognition that a trade mark protected in respect of services offered in a particular area and
falling within Class 35 is automatically protected in respect of services offered in the same area, but relating
to vocational training.

33. The Office maintains, with regard to the signs in question, first, that the element eurodata' is not devoid of
any distinctive character and forms, in addition, the dominant element of those signs. Furthermore, it points
out that the earlier trade mark consisted of the sign EURODATA TV' and not of the single element eurodata'.

34. Then the Office argues that the signs in question are visually similar because each contains the element
eurodata' and another short verbal element too. According to the Office, while the element M+M' is
distinctive, it does not relegate the element eurodata' to the background.

35. In the Office's view, the signs at issue are aurally similar because of the full repetition of the term
eurodata', a word which is long and easy to pronounce and which dominates the pronunciation and resonance
of the signs.

36. So far as conceptual similarity is concerned, the Office argues that average consumers focus their attention
on the eurodata' element and that adding the M+M' element has no particular effect on the overall impression
given by the signs in question.

37. With regard to the services concerned, the Office asserts that, in relation to those falling within Class 35,
their comparison must be based on their designation alone. The latter does not justify the limitations proposed
by the applicant, but shows that the services are directed to the same public.

38. So far as the services covered by the application for a trade mark and falling within Class 41 are
concerned, the Office contends that marketing and distribution', the subject-matter of those training services,
cover a quite enormous field, including also the preparation and supply of trade statistics' services falling
within Class 35 and protected by the earlier trade mark. In its view, it is therefore likely that the public
would believe that the former services constitute an extension of the intervener's commercial activity.

39. The Office adds that Rule 2(4) of Commission Regulation (EC) No 2868/95 of 13 December 1995
implementing Council Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303,
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p. 1) makes it clear that the classification of goods and services is to serve exclusively administrative
purposes.

40. With regard to the relevant public for the purpose of assessing the likelihood of confusion, the Office
argued at the hearing that it is not only undertakings that are interested in the services in question, especially
so far as the training services falling within Class 41 are concerned.

41. The intervener argues that the word eurodata' is distinctive, since it is neither necessary nor descriptive in
respect of the services claimed and since it is a neologism.

42. With regard to the distinctive character of the trade mark EURODATA TV', the intervener pointed out at
the hearing that several national trade-mark offices have accepted its registration, as is clear from the
registrations put forward in support of the opposition.

43. As regards the signs at issue, the intervener asserts that visually, aurally and conceptually there are
resemblances in the overall impression given, because of the copying of the term eurodata'. In respect of the
visual aspect, the intervener states that each of the signs contains the element eurodata' and another two-letter
element. Aurally, the resemblances prevail, given the copying of the term eurodata'. Conceptually too the two
signs are identical.

44. The intervener claims that the services at issue are identical or similar.

45. With regard to the relevant public for the purpose of assessing the likelihood of confusion, at the hearing
the intervener agreed with the position taken by the Office.

46. Last, the intervener argued at the hearing that, while the letters in the trade mark applied for are of the
same size, in 1993 the applicant sought registration as a German trade mark of the sign M+M EUROdATA'
containing an element eurodata' in much smaller letters than those of the element M+M'. In its view, therefore,
the applicant itself recognised that the eurodata' element was distinctive.

Findings of the Court

47. In accordance with Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier
trade mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the two trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected.

48. According to the settled case-law of the Court of Justice and the Court of First Instance, the likelihood of
confusion on the part of the public must be assessed globally, taking into account all factors relevant to the
circumstances of the case, in particular interdependence between the similarity of the trade marks and the
similarity of the goods or services (Case T-162/01 Laboratorios RTB v OHIM (GIORGIO BEVERLY HILLS)
[2003] ECR II-0000, paragraphs 31 and 33, and the case-law cited therein). The global assessment of the
likelihood of confusion, as far as concerns the visual, aural or conceptual similarity of the marks in question,
must be based on the overall impression given by the marks, bearing in mind, inter alia, their distinctive and
dominant components (Case T-292/01 Phillips-Van Heusen v OHIM (BASS) [2003] ECR II-0000, paragraph
47, and the case-law cited therein).

49. It is in the light of those considerations that it is necessary, first, to determine the public to be taken into
account in assessing the likelihood of confusion and, next, to compare both the services and the signs in
question.

The relevant public

50. The Board of Appeal did not consider the question of what the relevant public was for the

© An extract from a JUSTIS database



62001A0317 European Court reports 2004 Page II-01817 7

purpose of assessing the likelihood of confusion.

51. Here it is necessary to state that the designation of the services in question makes it clear that they are
not intended for average consumers but rather for a business public (see the expressions market', commercial',
undertakings', marketing' and distribution' quoted in paragraph 7 above, the expression commercial' quoted in
paragraph 8 above, and the expressions commercial', industrial', marketing' and market' quoted in paragraph 9
above).

52. It must be pointed out that such a business public is likely, when choosing services, to be especially
interested in and attentive to the signs at issue.

53. The applicant's argument that the relevant public is specialised and looking for specialist services cannot,
however, be accepted. The commercial nature of the public in question does, admittedly, imply a degree of
specialisation. Nevertheless, while the expressions repeated in paragraph 51 above show that the targeted
public consists of people in business, it cannot be concluded that they are all specialists in the relevant fields
covered by the services in question and that they therefore constitute a particularly restricted public.

54. As regards the argument put forward by both the Office and the intervener, that it is not only
undertakings that are interested in the services in question, especially so far as training services are concerned,
no more need be stated than that, even if that were to be conceded, the fact would nevertheless remain that,
having regard to the expressions used to designate those services, quoted in paragraph 51 above, the persons
concerned also include people in business.

The services at issue

55. In the case in point, the opposition is based on an earlier trade mark registered in respect of services
falling within Class 35 and challenges registration of the mark applied for in respect of services falling within,
on the one hand, Class 35, and, on the other, Class 41 (see paragraphs 7 to 9 above). Two comparisons must
therefore be made, one having regard to the services covered by the application for a trade mark which fall
within Class 35 and the other having regard to the services covered by that application which fall within Class
41.

- The services covered by the application for a trade mark which fall within Class 35

56. The Board of Appeal concluded that the services covered by the application for a trade mark which fell
within Class 35, on the one hand, and the services protected by the earlier trade mark, on the other, were
identical.

57. It must be borne in mind on this point that it is clear from the designation of the services at issue, set out
in paragraphs 3, 8 and 9 above, that the services falling within Class 35 and protected by the earlier trade
mark correspond to the services falling within that class and covered by the application for a trade mark. It
must be concluded that the two groups of services are identical.

58. The arguments advanced by the applicant relating to the different fields in which the services in question
are offered and to the different nature of the information to which they relate are not such as to alter that
finding. Indeed, in paragraph 19 of the contested decision the Board of Appeal correctly considered that it had
to refer to the list of services registered in respect of each sign in question. In the first place, the designation
of the services covered by the application for a trade mark and falling within Class 35 does not support the
conclusion that they concern the food trade exclusively. In the second place, the designation of the services
protected by the earlier mark does not support the conclusion that they concern the media world exclusively.
In the third place, the designations of the services in question do not support the conclusion that the nature of
the information they cover is different. It must be pointed out here that the contemplated use in a particular
sector on a particular market of a trade mark for which registration is sought
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cannot be taken into account where that registration cannot entail a restriction to that effect.

59. Furthermore, the argument that any recognition of similarity between the services in question would enable
the intervener to prohibit throughout the Community the use of other trade marks containing the element
eurodata' and concerning the gathering of information is without relevance in assessing whether those services
are similar.

- The services covered by the application for a trade mark which fall within Class 41

60. The Board of Appeal concluded that the services covered by the application for a trade mark which fall
within Class 41, on the one hand, and the services protected by the earlier trade mark which fall within Class
35, on the other, were very similar.

61. It ought here to be borne in mind that, as the applicant remarks, it is clear from the designation of the
services covered by the application for a trade mark which fall within Class 41 that they relate to occupational
training and that they are therefore different in nature from the services protected by the earlier mark.

62. However, it is equally clear from the designation of those training services that they relate to the field of
marketing and distribution. As has been persuasively observed, both in paragraph 20 of the contested decision
and by the Office, the services entitled Gathering and supply of business information'; business enquiries';
advertising services', marketing studies' and market research and analysis', protected by the earlier trade mark,
also fall within the ambit of marketing and distribution, in so far as in today's business world no marketing
operation can be successful without the aid of such services'. In consequence, although the services in question
were designated by similar signs, business people already familiar with the services protected by the earlier
trade mark would very probably suppose that the services covered by the application for a trade mark were no
more than a new line of activity for the undertaking offering the original services.

63. It follows that there is a close link between the services in question as regards their users and that they
are complementary. It must therefore be concluded that they are similar (see, to this effect, Case T-388/00
Institut für Lernsysteme v OHIM - Educational Services (ELS) [2002] ECR II-4301, paragraph 56).

64. That conclusion is not shaken by the applicant's argument that the services in question fall within different
classes under the Nice Agreement. As the Office has remarked, Rule 2(4) of Regulation No 2868/95 provides
that services may not be regarded as being dissimilar from each other on the ground that they appear in
different classes under the Nice Classification'.

65. Finally, the applicant's argument that the consequence of the reasoning adopted by the Board of Appeal
would, all things considered, be that a trade mark protected in respect of services falling within Class 35
would automatically be protected in respect of training services in the same field is of no relevance to
determining whether the services are similar.

The signs at issue

66. The Board of Appeal concluded that the public would think that the signs in question came from the same
commercial source.

67. In order to establish whether that conclusion is well founded, a visual, aural and conceptual comparison
must be made of the signs concerned.

68. The visual and aural comparisons may appropriately be made together.

69. First, the parties have not challenged the Board of Appeal's finding that the M+M' component of the trade
mark applied for is distinctive (paragraph 16 of the contested decision).
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70. Next, the Board of Appeal considered that the component eurodata' predominated in the trade mark
applied for and that, although the component M+M' is unarguably distinctive in character, it does not make it
possible to divert attention from the eurodata' component so as to cause sufficient change to the way in which
the public perceives that trade mark. According to the Board of Appeal, on the one hand the eurodata'
component is easily pronounced and remembered and on the other that component is longer and impinges
more than the M+M' component, which is rather terse (paragraphs 16 and 18 of the contested decision).

71. On this subject, it must be noted, first, that the component M+M', a short designation, is at the very least
just as easily pronounced and remembered as the component eurodata'. It must be added here that the
applicant has affirmed, with some relevance, that trade marks containing short combinations of letters are
extremely common. Second, it is exactly because the component M+M' is lapidary and shorter than the
component eurodata' that it is at least as likely as the latter to attract the public's attention, all the more so
because it is the first component in the trade mark sought and a business public is concerned.

72. In addition, while it is not disputed that the TV' component in the earlier trade mark is descriptive, it
cannot be overlooked in the visual and aural comparison of the signs in question. Now, however short they
may be, the components M+M' and TV' are very different. Furthermore, the former is placed at the beginning
of the sign and the latter at the end. In that way the fact that the signs contain other verbal components
means that the overall impression made by each sign is different (see, to that effect, GIORGIO BEVERLY
HILLS , cited above, paragraph 43).

73. It must be concluded that the circumstances mentioned in the two preceding paragraphs, taken together,
are sufficient for any similarities created by the presence of the component EUROdATA' in the trade mark
applied for and the component EURODATA' in the earlier trade mark to be dismissed.

74. It follows that neither visually nor aurally are the signs in question similar.

75. That being so, there is no need to examine the Board of Appeal's finding that the component eurodata' is
distinctive in character. Even if it were correct, it is not such as to set aside the circumstances underlying the
conclusion drawn in the paragraph above.

76. While the visual and aural comparisons of the signs in question make it possible even at this stage to
deduce that, in the circumstances of this case, the signs are not similar, they must still be examined from the
conceptual point of view, especially as no conceptual comparison was expressly set out in the contested
decision.

77. On this subject it has to be noted, with regard to the earlier trade mark, that the Board of Appeal's finding
that the component TV' was descriptive of the services protected by that mark had not been challenged. The
Court of First Instance concurs with that view and would add that the meaning of that component must
therefore be clear and precise in the mind of the relevant public.

78. As regards the trade mark applied for, it must be stated that, to the mind of the relevant public, the
distinctive component M+M' has no clear or precise meaning, but refers purely and simply to the applicant's
name. Therefore that component's meaning is quite different from that of the component TV' contained in the
earlier trade mark. In consequence, there is no semantic similarity between those two components.

79. Furthermore, with regard to the Office's argument that consumers focus their attention on the component
eurodata' and that the addition of the component M+M' does not especially impinge on the overall impression
given by the signs in question, no more need be stated than that, as has been pointed out above, the relevant
public is made up of business people whose attention will focus with, at the very least, as much intensity on
the component M+M' as on the component eurodata'
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in the trade mark applied for.

80. It must therefore be concluded that the signs in question are not conceptually similar.

81. That deduction is not weakened by the intervener's argument that several national trade mark offices have
agreed to register its trade mark EURODATA TV'. This case does not turn on whether or not the sign
EURODATA TV' is registrable but only on the question whether there is a likelihood of confusion, within the
meaning of Article 8(1)(b) of Regulation No 40/94, of the trade mark applied for with the earlier trade mark.

82. Finally, it has to be stated that the intervener's argument relating to the German trade mark supposedly
applied for by the applicant in 1993 has no bearing on the trade mark applied for in the case in point.

83. It follows from all the foregoing that the Board of Appeal was wrong to consider that the public would
think that the signs at issue emanated from the same commercial source.

The likelihood of confusion

84. The Board of Appeal did not clarify its conclusion concerning the likelihood of confusion of the signs in
question. It contented itself with the consideration that, if it classified the word eurodata' as distinctive in
character, as it went on to do in the contested decision, it must then be considered that the signs were so
similar as to give rise to confusion, because of the high degree of similarity aurally, visually, and perhaps
even conceptually in respect of identical or similar services.

85. As stated above, the services in question are partly similar and partly identical. However, even though
there is identity or similarity between the services in question, the visual, aural and conceptual differences
between the signs constitute sufficient grounds for holding that there is no likelihood of confusion in the mind
of the targeted public (see, to that effect, GIORGIO BEVERLY HILLS , paragraph 52). Indeed, when the
services designated by the trade mark applied for, which differs visually, aurally and conceptually from the
earlier trade mark, are made available to the targeted public, the latter will not attribute the same commercial
origin to the services in question. In consequence, there is no likelihood of the targeted public's establishing a
link between the services designated by each of the two trade marks.

86. That conclusion is borne out by the fact that, as pointed out in paragraphs 51 and 52 above, the persons
for whom the services concerned are intended are all in business and likely to be especially interested in and
attentive to the signs at issue.

87. It follows from the foregoing that, by having by implication considered that there was a likelihood of
confusion and having, on that basis, annulled the Opposition Division's decision dismissing the opposition, the
Board of Appeal misconstrued Article 8(1)(b) of Regulation No 40/94.

88. In consequence, the single plea in law alleging infringement of that provision must be upheld and the
contested decision must be annulled.

89. In this regard it is to be borne in mind, however, that, as pointed out in paragraph 13 above, the Board of
Appeal did not confine itself to annulment of the Opposition Division's decision, but also referred the case
back to the Division for it to act on the application for a trade mark in respect of the goods and services
falling within Classes 9, 16 and 42. However, the opposition in this case relates only to the services
mentioned in the application for a trade mark and falling within Classes 35 and 41. Goods and services falling
within Classes 9, 16 and 42 therefore formed no part of the subject-matter of the dispute before the
Opposition Division or, therefore, of the subject-matter of the dispute before the Board of Appeal. Indeed, it is
clear from the contested decision that all the intervener asked of the Board of Appeal was to set aside the
Opposition
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Division's decision and to reject the application in respect of the services referred to in the notice of
opposition (paragraph 8 of the contested decision), which fall within Classes 35 and 41 of the Nice
Agreement.

90. In those circumstances, the decision by which the Board of Appeal referred the case back to the
Opposition Division for it to act on the application for a trade mark in respect of goods and services falling
within Classes 9, 16 and 42 must be treated as mere confirmation that it was necessary, so far as those goods
and services were concerned, that the Office should continue the procedure for the registration of the trade
mark applied for. As a result, there is no need to annul the contested decision on that point, as explained.
Moreover, such confirmation does not conflict with that part of the Opposition Division's decision that was
favourable to the applicant for the purposes of the forms of order it sought, as those were clarified at the
hearing (see paragraph 23 above).

91. It follows from all the foregoing that the contested decision must be annulled save in so far as it refers
the case back to the Opposition Division for the latter to act on the application for a trade mark in respect of
the goods and services covered by that application and falling within Classes 9, 16 and 42.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Les Editions Albert René v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Opposition proceedings - Earlier Community trade mark ASTERIX - Application for a

Community figurative mark containing the word starix - Relative grounds for refusal - Article 8(1)(b)
and 8(5) of Regulation (EC) No 40/94. Case T-311/01.

In Case T-311/01,

Les Editions Albert René, established in Paris (France), represented by J. Pagenberg, avocat,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and G. Schneider, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being:

Trucco sistemi di telecomunicazione SpA, established in Milan (Italy),

APPEAL against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) (OHIM) of 2 October 2001 (Case R 1030/2000-1),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 14 May 2003,

gives the following

Judgment

Costs

74 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by OHIM in accordance with the form of order sought by the latter.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute
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1 On 14 January 1999, Trucco sistemi di telecomunicazione SpA (hereinafter `the trade mark applicant') filed
an application with the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM)
under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L
11, p. 1), as amended, for registration of a Community figurative trade mark.

2 The trade mark which it seeks to register is the figurative sign reproduced below:

3 The goods and services in respect of which registration has been sought come within Classes 9 and 38 of
the Nice Agreement concerning the Classification of Goods and Services for the Purposes of the Registration
of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions for each of
those classes:

- Class 9: `Scientific, nautical, surveying, electric, photographic, cinematographic, optical, weighing, measuring,
signalling, checking (supervision), life-saving and teaching apparatus and instruments; apparatus for recording,
transmission or reproduction of sound or images; magnetic data carriers, recording discs; automatic vending
machines and mechanisms for coin-operated apparatus; cash registers, calculating machines, data processing
equipment and computers; fire-extinguishing apparatus';

- Class 38: `Telecommunications'.

4 That application was published in Community Trade Marks Bulletin No 71/99 of 6 September 1999.

5 On 6 December 1999, the applicant filed an opposition under Article 42 of Regulation No 40/94 against the
registration of that Community trade mark (B216020). The opposition was filed against all goods and services
covered by the trade mark application. The ground relied on in support of the opposition was that referred to
in Article 8(1)(b) of Regulation No 40/94. The earlier mark in question is Community Registration No
16147, applied for on 1 April 1996 and granted on 25 November 1999, of the verbal sign ASTERIX to
designate goods and services in Classes 3, 5, 9, 12, 14, 15, 16, 18, 20, 21, 22, 24, 25, 27, 28, 29, 30, 32, 35,
41 and 42 of the abovementioned Nice Agreement.

6 The opposition was based on a portion of the goods and services covered by the earlier trade mark, that is
to say,

- Class 9: `Electrical and electronic photographic, cinematographic and optical teaching apparatus and
instruments (except projection apparatus) so far as included in Class 9, electronic apparatus for games, with
and without screens, computers, program modules and computer programs recorded on data carriers, especially
video games';

- Class 41: `Film presentation, film production, film rental; publication of books and periodicals; education
and entertainment; organisation and presentation of displays and exhibitions; management and exploitation of
copyright; exploitation of industrial property rights, public entertainment, amusement parks, production of live
orchestral and spoken-word performances'.

7 By decision of 26 September 2000, the Opposition Division of OHIM rejected the opposition on the basis
of the differences found to exist between the two signs and which ruled out any risk of confusion in the mind
of the public.

8 On 25 October 2000 the applicant filed an appeal with OHIM against that decision in accordance with
Article 59 of Regulation No 40/94.

9 By decision of 3 November 2000, taken subsequent to opposition proceedings No B215543, which had been
brought by a separate undertaking against the application for registration here in issue, the Opposition Division
of OHIM turned down that application in part in so far as it related
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to `automatic vending machines' in Class 9 and `telecommunications' in Class 38. That refusal of registration
in respect of a portion of the goods and services covered by the trade mark application has now become
definitive.

10 By decision of 2 October 2001 (hereinafter `the contested decision'), the First Board of Appeal dismissed
the appeal brought by the applicant.

11 In its comparison of the goods and services designated by the trade marks in issue, the Board of Appeal
concluded that there was no similarity between certain goods and services covered by the trade mark applied
for and those covered by the earlier trade mark and that there was therefore no risk of confusion in regard to
those goods and services; it did, however, accept that there was a similarity between the other goods and
services covered by the trade mark application and certain goods and services covered by the earlier trade
mark. The Board of Appeal went on to express the view, in its comparison of the signs, that these were not
visually, phonetically or conceptually similar and concluded that there was no risk of confusion, even though
the earlier mark ASTERIX is inherently very distinctive and is widely known as designating the famous
French comic and cartoon hero.

12 The Board of Appeal further stated that `for the sake of clarity, ... the opponent's argument that its trade
mark ASTERIX [was] famous [could] not be accepted because no evidence [had] been submitted in that
regard' (paragraph 30 of the contested decision).

Procedure and forms of order sought by the parties

13 By application lodged with the Court Registry on 12 December 2001, the applicant brought the present
action.

14 On 14 May 2002, OHIM lodged its response with the Court Registry.

15 The applicant claims that the Court should:

- annul the contested decision;

- order cancellation of the trade mark applied for;

- order OHIM to pay the costs.

16 OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

17 At the hearing the applicant withdrew the second head of the form of order seeking cancellation of the
trade mark applied for, and the Court noted this in the minutes of the hearing. The purpose of the action is
thus confined to the application for annulment.

18 The applicant relies on two pleas in law alleging respectively breach of Article 8(1)(b) of Regulation No
40/94 and breach of Article 8(5) of that regulation.

The first plea in law: breach of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

19 In regard to the earlier trade mark, the applicant submits that this is a mark with a high degree of
distinctiveness. It expresses the view in this connection that, as the trade mark applicant has not disputed the
fact that the earlier mark ASTERIX is well known, the Board of Appeal ought to have accepted and taken
account of that notoriety, even if this had not been established
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by the applicant. According to the latter, OHIM is obliged, pursuant to the audi alteram partem principle
referred to in Articles 73 and 74 of Regulation No 40/94, to admit and take account of facts alleged by one
party which have not been disputed by another party.

20 The applicant argues in this regard that the notoriety of the trade mark ASTERIX, which is the name of a
famous cartoon character, has been recognised in numerous decisions of German courts and is demonstrated
by documents annexed to the application, that is to say, a consumer survey, a table setting out the number of
cinema-goers who watched the feature film `Asterix &amp; Obelix' in various Member States, a chronology of
the Asterix series, press articles and affidavits. The applicant also proposes that the Court hear two persons
as witnesses.

21 With regard to the identity and similarity of the goods and services in question, the applicant takes the
view, first, that the Board of Appeal erred in not recognising the similarity between the `telecommunications'
services covered by the trade mark applied for and the goods `data processing equipment and computers'
covered by the earlier trade mark. The applicant submits that those goods and services are complementary
and that this has been recognised by case-law in Germany.

22 Second, the applicant argues that there is an indirect similarity between the goods `scientific, nautical,
surveying, electric, optical, weighing, measuring, signalling, checking (supervision), life-saving apparatus and
instruments; cash registers, calculating machines' coming within Class 9 and covered by the trade mark applied
for and the Class 9 goods covered by the earlier trade mark, in particular `computers, program modules and
computer programs recorded on data carriers'. The applicant submits further that the fire-extinguishing
apparatus covered by the trade mark applied for comes within the containers in Class 20 covered by the
earlier trade mark.

23 So far as similarity between the signs is concerned, the applicant takes the view that an analysis must be
made on the basis of their visual, phonetic and conceptual impression and must have regard for the market
conditions and consumer habits throughout the internal market.

24 First of all, with regard to visual comparison, the applicant accepts that there are dissimilarities between
the signs by reason of the graphic form of the initial figurative element of the trade mark applied for,
particularly when it is reproduced in colour, and of the different form of the letters. The Board of Appeal
ought, however, to have at least taken into account, first, the fact that some of those with an interest in these
proceedings consider that the first element of the mark applied for represents the letter `o' and, second, the
fact that the mark applied for may be reproduced in colour as well as in black and white. In the latter case,
the applicant submits that the mark applied for is perceived as being `ostarix' as the initial `o' is no longer
distinguishable from the other letters.

25 Second, with regard to phonetic comparison, the applicant submits that the two signs in question are, in
regard to their letters as a whole, distinguishable only by one single letter and are trisyllabic, with the accent
falling on the first syllable in most languages. They thus have an identical sound pattern and syllabic
division. Even if it were necessary to ignore the first element of the mark applied for, the phonetic similarity
would remain, as all the letters of the verbal element `starix' would then feature in full in the earlier mark.

26 Third, with regard to conceptual comparison, the applicant contends that the term `asterix' signifies
`asterisk' in English and French, that is to say, a small star, which is a meaning similar to that which the
Board of Appeal attributed to the verbal element `starix' of the mark applied for, that is to say, `star'. The
applicant also points out that the two signs share the suffix `rix', which is specifically distinctive with regard
to the characters in the Asterix series.

27 Finally, the applicant submits that, if account is taken of the interdependence between the similarity of the
goods and services and that of the signs, in conjunction with the distinctive
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character of the earlier mark, the differences between the signs are not so great as to prevent confusion,
particularly phonetic confusion, between the marks in issue.

28 OHIM begins by stating, in regard to the applicant's allegations that Article 74 of Regulation No 40/94
was breached inasmuch as the Board of Appeal failed to take account of the notoriety of the earlier mark, that
it follows from Article 74 that, in the case of opposition proceedings, OHIM cannot examine the facts of its
own motion. That, however, does not mean that OHIM is obliged to accept as established facts matters which
have been alleged by one party and which the other party to the proceedings has not challenged. OHIM
points out in this regard that, in opposition proceedings, the party opposing registration is required to set out
and prove all the facts necessary to establish that his opposition has a sound basis. In any event, OHIM takes
the view that recognition of the notoriety of the earlier mark has no bearing on the present case as the Board
of Appeal has already concluded that there is no similarity whatever between the trade marks while at the
same time acknowledging the notoriety and renown of the earlier mark.

29 OHIM takes the view that the Board of Appeal correctly applied the principles of Community case-law
concerning the risk of confusion between trade marks.

30 Addressing the issue of the comparison of the goods and services, OHIM points out, first, that the
applicant overlooks the fact, with regard to the telecommunications services covered by the trade mark
requested, that the list of goods and services in the trade mark application was limited, in particular through
the removal of `telecommunications' services following the decision of the Opposition Division in opposition
proceedings No B215543.

31 Second, with regard to the goods `scientific, nautical, surveying, electric, optical, weighing, measuring,
signalling, checking (supervision), life-saving apparatus and instruments; cash registers, calculating machines'
coming within Class 9 and covered by the trade mark applied for, OHIM submits that the Board of Appeal
acted correctly in taking the view that those goods are not similar to the goods and services covered by the
earlier trade mark.

32 Finally, concerning the goods classified as `containers' in Class 20 covered by the earlier trade mark,
OHIM submits that the applicant cannot rely on these as they are not the goods on which it based its
opposition. OHIM accordingly takes the view that the applicant is here raising a new plea in law which is
inadmissible in the light of Article 135(4) of the Court's Rules of Procedure.

33 With regard to comparison of the signs, OHIM first of all submits that any assessment of the risk of
confusion must take account of the situation throughout the internal market in view of the fact that the earlier
mark is a Community trade mark.

34 With regard, first, to visual similarity, OHIM opines that the Board of Appeal was correct in its assessment
that consumers would not construe the first element of the mark applied for as being a stylised capital letter
but rather as being a figurative and decorative element.

35 With regard, second, to phonetic similarity, OHIM avers that, in all the languages of the European Union,
the tonic stress of the verbal element `starix' of the trade mark applied for falls on the third letter, which is
included in the first syllable. In contrast, two accentuations are possible for the earlier mark ASTERIX, either
on the first letter, `a', or on the fourth letter, `e', the latter being in the second syllable. According to OHIM,
these differences are sufficient to rule out any phonetic similarity between the conflicting signs.

36 Third, from the conceptual point of view, OHIM submits that the signs in question are not similar.
Regarding the applicant's observations on the semantic content of the word `asterix' as `asterisk' in the
English- and French-speaking regions of the European Union and on the semantic
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content of the verbal element `starix' of the mark applied for as being `star' in English, OHIM submits that
those findings form part of an analytical examination in which the target public does not normally engage.
As for the applicant's arguments concerning the suffix `-ix', OHIM replies that this has meanings other than
that of signifying characters in the cartoon series Asterix; in particular, in the area of computer software, it
refers to the compatibility of such software with the Unix operating system.

37 OHIM thus concludes that the Board of Appeal's finding that there was no risk of confusion among the
public in regard to the conflicting signs was well founded in fact and in law.

Findings of the Court

38 Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for will not be registered `if, because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks, there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected'; that provision states further that `the likelihood of confusion includes the likelihood of association
with the earlier trade mark'. Furthermore, an `earlier trade mark' is, inter alia, a Community trade mark with
a date of application for registration which is earlier than the date for registration of the Community trade
mark (Article 8(2)(a)(i) of Regulation No 40/94).

39 According to the case-law of the Court of Justice on Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1) and that of the
Court of First Instance on Regulation No 40/94, the risk that the public might believe that the goods or
services in question come from the same undertaking or, as the case may be, from economically-linked
undertakings, constitutes a likelihood of confusion (Cases C-39/97 Canon [1998] ECR I-5507, paragraph 29,
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 17, and T-104/01 Oberhauser v
OHIM-Petit Libero (Fifties) [2002] ECR II-4359, paragraph 25).

40 The likelihood of confusion on the part of the public must be assessed globally, taking into account all
factors relevant to the circumstances of the case (Case C-251/95 SABEL v Puma [1997] ECR I-6191,
paragraph 22; Canon, cited above, paragraph 16; Lloyd Schuhfabrik Meyer, cited above, paragraph 18; Case
C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40; and Oberhauser, cited above, paragraph 26).

41 This global assessment implies some interdependence between the relevant factors, and in particular a
similarity between the trade marks and between the goods or services concerned. Accordingly, a lesser degree
of similarity between those goods or services may be offset by a greater degree of similarity between the
marks, and vice versa (Canon, paragraph 17, and Lloyd Schuhfabrik Meyer, paragraph 19). The
interdependence of these factors is expressly referred to in the seventh recital in the preamble to Regulation
No 40/94, according to which the concept of similarity is to be interpreted in relation to the likelihood of
confusion, the assessment of which depends on a variety of factors which include recognition of the trade
mark on the market, the association which may be made of it with the sign as used or registered, and the
degree of similarity between the mark and the sign and between the goods or services identified (Oberhauser,
paragraph 27).

42 It also follows from the case-law that, the more distinctive the earlier trade mark, the greater will be the
likelihood of confusion (SABEL, cited above, paragraph 24, and Canon, paragraph 18), and such a high
degree of distinctiveness must be established either in the light of the intrinsic qualities of the mark or owing
to the reputation associated with it (Canon, paragraph 18, and Case T-99/01 Mystery Drinks v
OHIM-Karlsberg Brauerei (MYSTERY) [2003] ECR II-0000, paragraph
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34).

43 Moreover, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global appreciation of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23, and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global appreciation, the average
consumer of the goods concerned is deemed to be reasonably well-informed and reasonably observant and
circumspect. Account should also be taken of the fact that the average consumer has only rarely the chance to
make a direct comparison between the different marks but must place his trust in the imperfect picture of
them that he has kept in his mind. It should also be borne in mind that the average consumer's level of
attention is likely to vary according to the category of goods or services in question (Lloyd Schuhfabrik
Meyer, paragraph 26).

44 In the present case, the earlier mark is a Community trade mark and the territory relevant to the analysis
of the risk of confusion therefore consists of the entire European Union. Furthermore, in view of the fact that
the goods and services in issue are current consumer goods and services, the target public is the average
European consumer, who is deemed to be reasonably well-informed and reasonably observant and circumspect.

45 With regard to the comparison of the goods and services in issue, the Court notes that the Board of
Appeal held, in the first place (paragraph 23 of the contested decision):

`that "scientific, nautical, surveying, electric, optical, weighing, measuring, signalling, checking (supervision),
life-saving apparatus and instruments; cash registers, calculating machines, fire-extinguishing apparatus" do not
have anything in common with the goods of the opponent's trade mark. For these goods no risk of confusion
can exist since the goods covered by the trade marks in question are neither similar nor identical'.

46 Second, the Board of Appeal took the view that `"photographic, cinematographic and teaching apparatus
and instruments" and "apparatus for recording, transmission or reproduction of sound or images; magnetic
data-carriers, recording discs" as covered by the CTM application [were] at least very similar to "electrical and
electronic photographic, cinematographic and optical teaching apparatus and instruments"' covered by the
earlier trade mark (paragraph 24 of the contested decision).

47 Third, the Board of Appeal opined that `"mechanisms for coin-operated apparatus; data processing
equipment and computers"' covered by the trade mark applied for `[were] at least similar to "electronic
apparatus for games, with or without screens, computers, program modules and computer programs recorded
on data carriers, especially video games" since they [could] all be used for the same purpose, namely playing
computer games' (paragraph 24 of the contested decision).

48 The Board of Appeal thus recognised that, for a large portion of the goods and services covered by the
trade mark applied for, there was a more or less marked similarity, possibly even to the point of identity (as
is clearly the case with regard, for example, to `photographic, cinematographic and optical apparatus and
instruments' coming within Class 9), with the goods and services covered by the earlier trade mark. However,
and even though it also essentially recognised the significant distinctiveness of the earlier trade mark, which it
considered to be `very distinctive per se' and `widely known as the famous French comics and cartoon
character' (paragraph 29 of the contested decision), the Board of Appeal took the view that there was no risk
of confusion `since the trade marks in question [were] neither visually nor phonetically nor conceptually
similar' (see paragraph 29 of the contested decision).

49 That being so, it is necessary to examine whether that assessment by the Board of Appeal is well founded.
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50 The Court of Justice has consistently held that the global appreciation of the likelihood of confusion must,
as regards the visual, aural or conceptual similarity of the marks in question, be based on the overall
impression created by them, bearing in mind, in particular, their distinctive and dominant components
(SABEL, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25).

51 The Board of Appeal described as follows the trade mark applied for (paragraph 25 of the contested
decision):

`The applicant's trade mark is a figurative trade mark consisting of a red coloured oval followed by the word
["starix"] in italics. The oval is slightly turned to the left side and contains a small point. It looks therefore
like an electron orbiting the word ["starix"] or like an orbit with its satellite. The opponent's trade mark is
ASTERIX, a normal word mark'.

52 With regard to the visual comparison of the marks in dispute, the Board of Appeal ruled (paragraph 26 of
the contested decision):

`Although both marks have in common the combinations of letters ["st"] and the suffix ["rix"], they show
some important visual differences, such as the different letters following ["st"], the dissimilar script and
graphic representation, and especially the different beginning of the words. In this respect, it has to be
pointed out that in the applicant's trade mark the device catches the consumer's attention. Contrary to the
opponent's argument, the device will not be recognised as the letter ["o"]. Therefore, the marks are considered
visually dissimilar'.

53 So far as the first element of the trade mark applied for is concerned, it is unlikely that the target public
could construe this as being the vowel `o', given that the analysis of the sign must be carried out on the basis
of its form as lodged with OHIM. Account has to be taken of the fact that this first element consists of a red
coloured oval turned to the left side and with a small point which is indeed reminiscent of a satellite on its
orbit. This element is thus clearly distinguishable from the verbal element `starix' which follows, in which all
the letters are presented in the same calligraphic style and in the same colour (black).

54 Accordingly, in the overall visual appraisal of the signs in issue, the existence of elements specific to each
sign, in particular the graphical representation of the oval and the italic typography of the verbal element in
the trade mark applied for, means that the overall impression of each sign is different. The Board of Appeal
thus had sound reasons for concluding that the conflicting signs are not similar at the visual level.

55 In regard to the phonetic comparison, the Board of Appeal ruled as follows (paragraph 27 of the contested
decision):

`the applicant's trade mark starts with the letter ["s"], while the opponent's trade mark begins with an ["a"].
Also, the second vowel in the latter (["E"]) is pronounced differently from the... vowel (["A"]) of the
applicant's trade mark. In all EU Member States, the marks are pronounced in a different way. Therefore,
they are considered as phonetically different'.

56 It is important to stress in this regard that the verbal element of the mark applied for begins with a
consonant and is composed of six letters, whereas the earlier trade mark begins with a vowel and contains one
vowel more than the mark applied for. The two signs have only one syllable in common, which, moreover, is
the final syllable (`rix'). The marks in issue must therefore, on an overall appraisal, be regarded as being
phonetically dissimilar.

57 So far as the conceptual comparison of the signs in dispute is concerned, the Board of Appeal set out its
views as follows (paragraph 28 of the contested decision):

`Neither the words "[asterix]" nor "[starix]" have any common meaning in any of the official languages of the
European Union. The latter may remind consumers, especially when it is seen together with
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the device, of the English word "star", which, since it is a basic English word, will be understood by most
people within the European Union. Therefore, the trade marks in question are considered as conceptually
dissimilar'.

58 The words `asterix' and `starix' cannot be regarded as being similar in import. In the first place, as the
Board of Appeal pointed out, neither of those words has any common meaning in the languages of the
European Union. Second, although the word `asterix' is close to the French word `astérisque' and the English
word `asterisk', signifying the sign consisting of a small star generally used as a reference mark in written
documents, the semantic association outlined by the applicant does not come from an overall impression but
from an analysis of detail in which the average consumer does not normally engage. Third, the average
consumer will more readily associate the word `asterix' with the character in the cartoon series widely known
throughout the European Union. This specific representation of a popular character makes it extremely
unlikely that there could be any confusion in the public mind between words which are more or less similar.

59 It follows that the Board of Appeal acted correctly in holding, in the contested decision, that the visual,
phonetic and conceptual differences between, first, the figurative mark consisting of the verbal element `starix'
in conjunction with very specific graphical elements and, second, the ASTERIX trade mark were sufficient to
rule out any risk of confusion in the perception of the target public, as such a risk would presuppose,
cumulatively, that the degree of similarity of the trade marks in question and that of the goods or services
designated by those marks are sufficiently high.

60 In those circumstances, the Board of Appeal's assessment that the earlier trade mark is `very distinctive per
se' and `widely known as the famous French comics and cartoon hero' (paragraph 29 of the contested
decision) and the applicant's allegations as to the notoriety of that trade mark have no bearing on the
application of Article 8(1)(b) of Regulation No 40/94 in the present case.

61 A risk of confusion presupposes that the signs as well as the goods and services designated are identical or
similar, and the reputation of a mark is one factor which must be taken into account when determining
whether the similarity between the signs or between the goods and services is sufficient to give rise to a risk
of confusion (see, to that effect, Canon, paragraphs 22 and 24). Since, however, in the present case, the signs
in dispute cannot in any way be regarded as identical or similar from the visual, phonetic or conceptual points
of view, the fact that the earlier mark is widely known or enjoys an extensive reputation in the European
Union cannot alter the overall assessment of the risk of confusion.

62 It follows that one of the essential conditions for the application of Article 8(1)(b) of Regulation No 40/94
has not been satisfied. The Board of Appeal was therefore correct in finding that there is no risk of
confusion between the trade mark applied for and the earlier mark.

63 That being so, the plea in law alleging that Article 8(1)(b) of Regulation No 40/94

has been infringed must be rejected, without it being necessary to address the arguments raised by the
applicant in the context of this plea concerning the alleged similarity between some of the designated goods
and services and the alleged notoriety of the earlier trade mark. Likewise, there is no reason to accede to the
request that witnesses be heard, which was submitted by the applicant with a view to establishing that
notoriety.

The second plea in law: breach of Article 8(5) of Regulation No 40/94

Arguments of the parties

64 The applicant submits that the earlier trade mark, which is a well-known mark, is also protected
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against dilution for the purposes of Article 8(5) of Regulation No 40/94.

65 The earlier mark, so the applicant contends, is part of a family of trade marks which designate other
characters in the Asterix series and which is protected in 50 countries. In that context, the applicant takes the
view that, inasmuch as it incorporates the typographical, aural and conceptual elements of the most widely
known of those trade marks, that is to say, the earlier mark ASTERIX, contains the final element `ix'
characteristic of that family of trade marks, and may be regarded as a combination of the words `Asterix' and
`Obelix', the trade mark being applied for adversely affects the distinctive character of the earlier trade mark.

66 Referring to Article 135(4) of the Court's Rules of Procedure, OHIM submits that this plea in law is
inadmissible as the applicant did not raise it before OHIM.

Findings of the Court

67 Article 8(5) of Regulation No 40/94 states that `[f]urthermore, upon opposition by the proprietor of an
earlier trade mark within the meaning of paragraph 2, the trade mark applied for shall not be registered where
it is identical with or similar to the earlier trade mark and is to be registered for goods or services which are
not similar to those for which the earlier trade mark is registered, where, in the case of an earlier Community
trade mark, the trade mark has a reputation in the Community... and where the use without due cause of the
trade mark applied for would take unfair advantage of, or be detrimental to, the distinctive character or the
repute of the earlier trade mark.'

68 It is common ground in this case that the applicant did not at any time request OHIM to apply that
provision and that OHIM therefore did not examine it. More specifically, although the applicant did invoke
the repute of its earlier trade mark in its opposition to the trade mark application and before the Board of
Appeal, this was exclusively within the context of the application of Article 8(1)(b) of that regulation, that is
to say, for the purpose of substantiating the risk of confusion in the mind of the relevant public.

69 It should also be pointed out, first, that, under Article 74 of Regulation No 40/94, `in proceedings relating
to relative grounds for refusal of registration, the Office shall be restricted in this examination to the facts,
evidence and arguments provided by the parties'.

70 Second, it must be borne in mind that the purpose of actions before the Court is to obtain a review of the
legality of decisions of the Boards of Appeal of OHIM within the meaning of Article 63 of Regulation No
40/94 (Case T-237/01 Alcon v OHIM-Dr Robert Winzer Pharma (BSS) [2003] ECR II-0000, paragraph 61;
Case T-128/01 DaimlerChrysler v OHIM (Grille) [2003] ECR II-0000, paragraph 18; and Case T-129/01 José
Alejandro v OHIM-Anheuser Busch (BUDMEN) [2003] ECR II-0000, paragraph 67). While the Court, under
Article 63(3) of Regulation No 40/94, `has jurisdiction to annul or to alter the contested decision', that
paragraph must be construed in the light of Article 63(2), which provides that an `action may be brought on
grounds of lack of competence, infringement of an essential procedural requirement, infringement of the
Treaty, of this Regulation or of any rule of law relating to their application or misuse of power', and in the
context of Articles [229 EC] and [230 EC] (see, to that effect, Case T-163/98 Procter &amp; Gamble v OHIM
(BABY-DRY) [1999] ECR II-2383, paragraphs 49 to 51, annulled in part by the Court of Justice, though
without that Court giving a ruling in that regard, by the judgment in Case C-383/99 P Procter &amp; Gamble
v OHIM [2001] ECR I-6251). The Court's review of the legality of a decision by a Board of Appeal must
therefore be carried out with regard to the issues of law raised before the Board of Appeal (see, in this
regard, Case T-194/01 Unilever v OHIM [2003] ECR II-0000, paragraph 16).

71 Furthermore, as OHIM has correctly pointed out, Article 135(4) of the Rules of Procedure expressly states
that `[the] parties' pleadings may not change the subject-matter of the proceedings before the Board of
Appeal'.
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72 The applicant cannot therefore argue that the Board of Appeal breached Article 8(5) of Regulation No
40/94 or call on the Court to rule on a request for application of that provision which was not made during
the administrative phase of the proceedings before OHIM.

73 The present plea must therefore be rejected as being inadmissible.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2003. Henkel KGaA v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Regulation (EC) No 40/94 and Regulation (EC) No 2868/95 - Opposition procedure - Genuine
use of earlier mark - Scope of the examination conducted by the Board of Appeal - Assessment of the

evidence produced in the proceedings before the Opposition Division. Case T-308/01.

In Case T-308/01,

Henkel KGaA, established in Düsseldorf (Germany), represented by C. Osterrieth, lawyer, with an address for
service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Waelbroeck, acting as Agent,

defendant,

the other party to the proceedings before the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) being:

LHS (UK) Ltd, established in Cheadle Hulme (United Kingdom),

APPEAL against the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 12 September 2001 (Case R-738/2000-3) concerning opposition
proceedings between Henkel KGaA and LHS (UK) Ltd,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 15 January 2003,

gives the following

Judgment

Costs

37 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the Office has been unsuccessful and the
applicant has asked for costs, the Office must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 12 September 2001 (Case R-738/2000-3);
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2. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the costs.

Legal background

1 Articles 43, 59, 61, 62, 74 and 76 of Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, provide:

`Article 43

Examination of opposition

...

2. If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community in connection with the goods or services in respect of which it is registered and which he cites as
justification for his opposition... In the absence of proof to this effect, the opposition shall be rejected. ...

3. Paragraph 2 shall apply to earlier national trade marks..., by substituting use in the Member State in which
the earlier national trade mark is protected for use in the Community.

...

Article 59

Time-limit and form of appeal

... Within four months after the date of notification of the decision, a written statement setting out the grounds
of appeal must be filed.

Article 61

Examination of appeals

1. If the appeal is admissible, the Board of Appeal shall examine whether the appeal is allowable.

...

Article 62

Decisions in respect of appeals

1. Following the examination as to the allowability of the appeal, the Board of Appeal shall decide on the
appeal. The Board of Appeal may either exercise any power within the competence of the department which
was responsible for the decision appealed or remit the case to that department for further prosecution.

...
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Article 74 Examination of the facts by the Office of its own motion

1. In proceedings before it the Office shall examine the facts of its own motion; however, in proceedings
relating to relative grounds for refusal of registration, the Office shall be restricted in this examination to the
facts, evidence and arguments provided by the parties and the relief sought.

2. The Office may disregard facts or evidence which are not submitted in due time by the parties concerned.

Article 76

Taking of evidence

1. In any proceedings before the Office, the means of giving or obtaining evidence shall include the
following:

...

(f) statements in writing sworn or affirmed or having a similar effect under the law of the State in which the
statement is drawn up.

...'

2 Rules 22 and 48 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1) provide as follows:

`Rule 22

Proof of use

1. Where, pursuant to Article 43(2) or (3) of... Regulation [No 40/94], the opposing party has to furnish proof
of use..., the Office shall invite him to provide the proof required within such period as it shall specify. If the
opposing party does not provide such proof before the time-limit expires, the Office shall reject the
opposition.

2. The indications and evidence for the furnishing of proof of use shall consist of indications concerning the
place, time, extent and nature of use of the opposing trade mark for the goods and services in respect of
which it is registered and on which the opposition is based, and evidence in support of these indications in
accordance with paragraph 3.

3. The evidence shall, in principle, be confined to the submission of supporting documents and items such as
packages, labels, price lists, catalogues, invoices, photographs, newspaper advertisements, and statements in
writing as referred to in Article 76(1)(f) of [Regulation 40/94].

...

Rule 48

Content of the notice of appeal

1. The notice of appeal shall contain:

...

(c) a statement identifying the decision which is contested and the extent to which amendment or cancellation
of the decision is requested.
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...'

Background to the case

3 On 1 April 1996, the other party to the proceedings before the Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office'), Laporte EDS Ltd
as it then was, filed an application for a Community trade mark at the Office.

4 The trade mark in respect of which registration was sought was the word mark KLEENCARE.

5 The goods in respect of which registration was sought are in Classes 1 and 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions:

- Class 1: `chemicals and chemical preparations and products; detergents, disinfectant and degreasing
preparations for use in industry and manufacturing processes';

- Class 3: `cleaning, scouring, abrasive, polishing and washing preparations; detergents; degreasers; rust
removing preparations; soaps and skin care preparations'.

6 Registration was also sought in respect of certain other goods in Classes 1 and 5 and certain services in
Class 42 of the Nice Agreement.

7 On 26 October 1998, the application was published in the Community Trade Marks Bulletin.

8 On 26 January 1999, the applicant filed a notice of opposition under Article 42(1) of Regulation No 40/94
in respect of the categories of goods referred to in paragraph 5 above. The ground relied on in support of the
opposition was the existence of a mark registered in Germany on 11 January 1965. That mark (hereinafter `the
earlier mark') consists of the word mark CARCLIN and is registered in respect of certain goods in Classes 1
and 2 of the Nice Agreement. In support of its opposition, the applicant relied on the ground for refusal laid
down in Article 8(1)(b) of Regulation No 40/94.

9 On 24 May 1999, the other party to the proceedings before the Board of Appeal requested that the applicant
furnish proof, in accordance with Article 43(2) and (3) of Regulation No 40/94, that during the period of five
years preceding the date of publication of the Community trade mark application the earlier mark had been
put to genuine use in the Member State in which that earlier mark was protected. On 27 July 1999, the
Office's Opposition Division (hereinafter `the Opposition Division') asked the applicant to furnish that proof
within two months.

10 As an annex to a letter of 9 September 1999, received by the Office on 10 September 1999, the applicant
sent, first, a declaration entitled `Eidesstattliche Versicherung' (affirmation in lieu of oath) by Mr Blacha, its
industrial manager. He stated that the earlier mark had been used by the applicant for years `for... cleaning of
motor vehicles', that the sales under that mark were DEM 1 200 000 for 1993, DEM 1 400 000 for 1994 and
DEM 1 500 000 for 1995 and that he had been duly cautioned that the making of a false declaration in an
affidavit was subject to penalties. Second, the applicant produced three labels featuring the earlier mark written
in stylised bold letters. Third, it produced five instructions for use, written in German, which refer to various
cleaning products for motor vehicles and on which the earlier mark is written in black letters and dated from
24 October 1995 to 25 September 1998.

11 By decision of 4 July 2000, the Opposition Division rejected the opposition on the ground that the
applicant had not furnished sufficient proof that the earlier mark had been put to genuine use. The Opposition
Division essentially found that statements from an employee of one of the parties to the proceedings were of
less probative value than statements from third parties. Accordingly, the Opposition Division held that, in the
present case, since the applicant had not produced invoices either, Mr Blacha's statement by itself did not
prove the extent of the use to which the earlier

© An extract from a JUSTIS database



62001A0308 European Court reports 2003 Page II-03253 5

mark had been put.

12 On 7 July 2000, the applicant filed an appeal with the Office, pursuant to Article 59 of Regulation No
40/94. On 30 October 2000, the applicant filed a written statement setting out the grounds of its appeal. That
statement read as follows: `As the Opposition Division has rejected our opposition... due to an insufficient
proof of the extent of use of our trade mark "CARCLIN" we hereby submit invoices ... with one of our
CARCLIN customers for the relevant period. We are confident that these documents prove the extent of use
and that the proof of use is sufficient to indicate the genuine use of the earlier mark. ... We therefore request
to overturn the Opposition Division's decision.' The invoices referred to were attached to the statement.

13 By decision of 12 September 2001 (hereinafter `the contested decision'), notified to the applicant on 15
October 2001, the Third Board of Appeal of the Office (hereinafter `the Board of Appeal') dismissed the
appeal. The Board of Appeal found that the applicant had not contested the Opposition Division's finding that
the evidence submitted by the applicant before it was insufficient to establish that the earlier mark had been
put to genuine use (paragraph 12 of the contested decision). As to the new evidence filed by the applicant in
its statement setting out the grounds of appeal, the Board of Appeal held that in inter partes proceedings the
parties must file all of their arguments and evidence when invited to do so by the department of the Office
hearing the application at first instance. Accordingly, the Board of Appeal found in this case that the new
evidence could not be taken into consideration, since it could have been produced before the Opposition
Division (paragraphs 13 to 15 of the contested decision).

Procedure and forms of order sought

14 By application, in English, lodged at the Registry of the Court on 10 December 2001, the applicant
brought this action. The other party to the proceedings before the Board of Appeal did not object, within the
time allowed by the Registry of the Court, to English being the language of the case. The Office lodged its
response at the Registry of the Court on 3 April 2002.

15 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

16 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

17 The applicant raises five pleas in support of its action. The first plea alleges infringement by the Board of
Appeal of its obligation to conduct a full examination of the Opposition Division's decision. The second plea
alleges infringement by the Opposition Division of Article 76(1)(f) of Regulation No 40/94 in conjunction
with Rule 22(3) of Regulation No 2868/95. The third and fourth pleas, raised as alternative pleas, allege
infringement by the Opposition Division of the right to effective legal protection and procedural principles
generally accepted in the Member States. The fifth plea, also an alternative plea, alleges infringement of
Article 74(2) of Regulation No 40/94. The Court considers it appropriate to begin by examining the first plea,
alleging infringement by the Board of Appeal of its obligation to conduct a full examination of the Opposition
Division's decision.

Arguments of the parties
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18 The applicant criticises the Board of Appeal for having committed an error of law in finding that it was
not required fully to examine the Opposition Division's decision, particularly its refusal to allow Mr Blacha's
declaration in evidence. According to the applicant, the purpose of the appeal procedure provided for by
Article 57 et seq. of Regulation No 40/94 is to guarantee the legality of decisions by the Office through a
review based on a full assessment of the facts relied on by the parties. The applicant observes that the second
sentence of Article 62(1) of Regulation No 40/94 allows the Board of Appeal either to exercise any power
within the competence of the department which was responsible for the decision appealed or to remit the case
to that department for further prosecution.

19 The applicant adds that, as a rule, the Board of Appeal cannot limit its power or its obligation to conduct
a full examination of the Opposition Division's decision. It refers to Rule 48 of Regulation 2868/95, which
states that the notice of appeal need only contain a statement indicating the extent to which amendment or
cancellation of the decision is requested before the Board of Appeal.

20 In this case, the applicant states that its appeal before the Office sought to have the Opposition Division's
decision annulled, without in any way limiting the Board of Appeal's power as to the extent of its review. It
adds that it was only as a precautionary measure - in the event that the Board of Appeal agreed with the
Opposition Division's assessment of the evidence produced before it - that it introduced new evidence at the
appeal stage. The applicant maintains that the Board of Appeal was thus under an obligation to conduct a full
examination of the Opposition Division's decision.

21 The Office contends that in the statement setting out the grounds of its appeal to the Office the applicant
merely alleged that, on the basis of the new evidence produced, the fact that the earlier mark had been put to
genuine use had to be considered as proven. The Office adds that the statement did not contain anything from
which the Board of Appeal could have inferred that the applicant intended to contest the Opposition Division's
assessment of Mr Blacha's declaration.

22 Nor, the Office submits, does it follow from the second sentence of Article 62(1) of Regulation No 40/94
that the Board of Appeal was required to examine the legality of the Opposition Division's decision on the
assessment of Mr Blacha's declaration. According to the Office, that provision cannot be interpreted as
meaning that it requires the Board of Appeal to exercise the powers of the department which took the
decision under appeal in respect of points which were not raised in the statement setting out the grounds of
appeal.

23 The Office adds that any other interpretation would also be contrary to the principle laid down in Article
74(1) in fine of Regulation No 40/94, according to which, in inter partes proceedings, its examination is
restricted to the facts, evidence and arguments provided by the parties.

Findings of the Court

24 It is apparent from Article 61(1) of Regulation No 40/94 that the Board of Appeal must conduct an
examination of the merits of the appeal when it is admissible. In addition, Article 62(1) of the same regulation
provides that the Board of Appeal may either exercise any power within the competence of the department
which was responsible for the decision appealed or remit the case to that department for further prosecution.
This last provision contains an indication not only as to the possible content of a decision of the Board of
Appeal, but also as to the extent of the examination which it must conduct of the decision under appeal.

25 The case-law shows that there is continuity, in terms of their functions, between the examiner and the
Boards of Appeal (Case T-163/98 Procter &amp; Gamble v OHIM (BABY-DRY) [1999] ECR II-2383,
paragraphs 38 to 44; Case T-63/01 Procter &amp; Gamble v OHIM (Soap bar shape) [2002] ECR II-5255,
paragraph 21). That case-law may also be applied appropriately to the relationship
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between the other departments of the Office deciding on the application at first instance, such as the
Opposition Divisions, Cancellation Divisions, and the Boards of Appeal.

26 Accordingly, the powers of the Office's Boards of Appeal imply that they are to re-examine the decisions
taken by the Office's departments at first instance. In the context of that re-examination, the outcome of the
appeal depends on whether or not a new decision with the same operative part as the decision under appeal
may be lawfully adopted at the time of the appeal ruling. Thus, the Boards of Appeal may, subject only to
Article 74(2) of Regulation No 40/94, allow the appeal on the basis of new facts relied on by the party who
has brought the appeal or on the basis of new evidence adduced by that party.

27 In this case, the parties have addressed the issue of whether, in the proceedings before the Board of
Appeal, the applicant expressly called into question the Opposition Division's assessment of the evidence
which the applicant had adduced in the proceedings before that division, particularly Mr Blacha's declaration.
Paragraph 12 of the contested decision shows that the Board of Appeal found that it did not do so, having
regard to the applicant's statement setting out the grounds of its appeal.

28 However, even if the applicant did not expressly call into question the Opposition Division's assessment of
the evidence which the applicant had produced in the proceedings before that division, particularly Mr
Blacha's affidavit, as the Office submits, that circumstance is not of such a nature as to relieve the Board of
Appeal of its obligation to conduct its own assessment of the evidence.

29 In the light of the considerations set out in paragraphs 25 and 26 above, the Court finds that, contrary to
what the Office maintains, the extent of the examination which the Board of Appeal must conduct is not, in
principle, determined by the grounds relied on by the party who has brought the appeal. Accordingly, even if
the party who has brought the appeal has not raised a specific ground of appeal, the Board of Appeal is none
the less bound to examine whether or not, in the light of all the relevant matters of fact and of law, a new
decision with the same operative part as the decision under appeal may be lawfully adopted at the time of the
appeal ruling.

30 The Court notes first that, under Rule 48(c) of Regulation No 2868/95, which deals with the admissibility
of the notice of appeal, as is apparent from Rule 49(1) of the same regulation, the notice of appeal need only
contain a statement identifying the decision which is contested and the extent to which amendment or
cancellation of the decision is requested. By contrast, Rule 48(c) does not require that the notice of appeal set
out any specific grounds of appeal. Hence it is only the subject matter and not the extent of the examination
which the Board of Appeal must conduct which falls to be determined by the party bringing the appeal.

31 Second, the interpretation given in paragraph 29 above can in no way impair the practical effect of the
third sentence of Article 59 of Regulation No 40/94, under which a written statement setting out the grounds
of appeal must be filed within four months after the date of notification of the decision. The party bringing
the appeal may put forward items in that statement from which it is apparent that the decision under appeal
must be annulled or rectified on the ground that a new decision with the same wording as the decision
appealed can no longer be lawfully adopted at the time of the appeal ruling. Under Article 74(1) in fine of
Regulation No 40/94, that party may also, subject only to Article 74(2), rely on new facts or adduce new
evidence. The written statement provided for in the third sentence of Article 59 of Regulation No 40/94
therefore facilitates the smooth running of the appeal process, and there is no need to find that the extent of
the examination which the Board of Appeal is required to conduct of the decision under appeal is limited or
determined by the grounds relied on by the party bringing the appeal.
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32 Third, contrary to what the Office maintains, the Board of Appeal's obligation to conduct an examination
of the decision under appeal, even if a specific ground has not been raised by the party concerned, is not
contrary to the rule laid down in Article 74(1) in fine of Regulation No 40/94, according to which, in inter
partes proceedings, the Office's departments, including Boards of Appeal, are restricted in their examination to
the facts, evidence and arguments provided by the parties. In the light of the different language versions of
that provision, the Court finds that it limits the examination conducted by the Office in two ways. On the one
hand, it refers to the factual basis of the Office's decisions, that is to say, the facts and evidence on the basis
of which they may validly be based (Case T-232/00 Chef Revival USA v OHIM - Massagué Marin (Chef)
[2002] II-2749, paragraph 45); on the other hand, it refers to the legal basis of those decisions, that is to say,
the provisions which the department hearing the application is bound to apply. Thus, the Board of Appeal, in
ruling on an appeal against a decision to terminate an opposition procedure, can base its decision only on the
relative grounds for refusal on which the party concerned relied and on the related facts and evidence
produced by that party. However, such a limitation of the legal and factual basis of the examination conducted
by the Board of Appeal is compatible with the principle that the extent of the examination which the Board of
Appeal is required to conduct in regard to the decision under appeal does not depend upon whether or not the
party bringing the appeal has raised a specific ground of appeal criticising the interpretation or application of
a provision by the department which heard the application at first instance, or upon that department's
assessment of a piece of evidence. It follows from the principle of continuity of functions that, within the
scope of Article 74(1) in fine of Regulation No 40/94, the Board of Appeal is required to base its decision on
all the matters of fact and of law which the party concerned introduced either in the proceedings before the
department which heard the application at first instance or, subject only to Article 74(2), in the appeal.

33 Fourth, the interpretation given in paragraph 29 above is supported by the fact that, under Article 88(1) of
Regulation No 40/94, and subject only to Article 88(2) concerning natural or legal persons not having either
their domicile or their principal place of business or a real and effective industrial or commercial
establishment in the Community, parties to proceedings before the Office may appear without professional
representation or, a fortiori, a lawyer.

34 Lastly, the interpretation given in paragraph 29 above is not invalidated by the fact that the extent of the
examination conducted by the Community courts in the context of direct actions is determined by the grounds
of appeal raised in the application, subject only to grounds involving a question of public policy. First, the
proceedings before the Board of Appeal are not judicial in nature but administrative (Soap bar shape, cited
above, paragraphs 21 to 23). Second, as recalled in paragraph 30 above, unlike the situation prevailing in the
Community courts, the notice initiating proceedings before the Board of Appeal need not refer to specific
pleas.

35 It follows that, by failing itself to examine the evidence the applicant had produced in the proceedings
before the Opposition Division, particularly Mr Blacha's declaration, the Board of Appeal failed to fulfil its
obligations under Article 61(1) and Article 62(1) of Regulation No 40/94. Consequently, the first plea must be
upheld.

36 Accordingly, the contested decision must be annulled and it is not necessary to rule on the other pleas
raised by the applicant.

DOCNUM 62001A0308

AUTHOR Court of First Instance of the European Communities

© An extract from a JUSTIS database



62001A0308 European Court reports 2003 Page II-03253 9

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 2003 Page II-03253

DOC 2003/09/23

LODGED 2001/12/10

JURCIT 31994R0040-A43P2 : N 1
31994R0040-A43P3 : N 1
31994R0040-A59 : N 1 31
31994R0040-A61P1 : N 1 24 - 35
31994R0040-A62P1 : N 1 24 - 35
31994R0040-A74 : N 1
31994R0040-A74P1 : N 31 32
31994R0040-A74P2 : N 26 31 32
31994R0040-A88P1 : N 33
31994R0040-A88P2 : N 33
31995R2868-A01R22 : N 2
31995R2868-A01R48P1LC : N 2 30 34
31995R2868-A01R49P1 : N 30 34
61998A0163 : N 25
62000A0232 : N 32
62001A0063 : N 25 34

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

NOTES X: Europe 2003 Novembre Comm. no 373 p.33-34

PROCEDU Application for annulment - successful

DATES of document: 23/09/2003
of application: 10/12/2001

© An extract from a JUSTIS database



62001A0295 European Court reports 2003 Page II-04365 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Nordmilch eG v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Regulation (EC) No 40/94 - OLDENBURGER - Absolute ground for refusal - Descriptive character -

Geographical origin - Articles 7(1)(c) and 7(2) - Limitation of the right conferred - Article 12(b) -
Statement as to the scope of protection - Article 38(2). Case T-295/01.

In Case T-295/01,

Nordmilch eG, established in Zeven (Germany), represented by C. Spintig, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 19 September 2001 (Case R 826/2000-3), concerning the
application for registration of the word OLDENBURGER,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 26 March 2003,

gives the following

Judgment

Costs

67 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay its own costs as well as those incurred by OHIM, in accordance with the form of
order sought by OHIM.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 14 August 1997, Westdeutsche Butter Zentrale Hermann von Uum GmbH &amp; Co. KG (`the original
claimant') filed an application under Council Regulation (EC) No 40/94 of 20 December
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1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended (`the Regulation'), for a Community
trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (`OHIM').

2 The Community trade mark application was transferred to Nordmilch eG (`the applicant'). The transfer was
recorded in OHIM's register on 12 April 2000.

3 The trade mark in respect of which registration was sought was the word OLDENBURGER.

4 The goods in respect of which registration was sought, following alterations made on 17 September 1998 to
the list initially filed, are within Classes 29, 30 and 32 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended, and correspond to the following descriptions for each class:

- Class 29: `Milk and dairy products, fresh products with a milk and dairy product base... ; milk, full-fat milk,
dried milk, dried milk products for food, curds, skimmed milk, sour milk, buttermilk, including the aforesaid
goods with added fruit or cereals and/or cocoa, dried, sterilised and condensed milk, coffee cream, cream,
cream products, including cream products with added salt and herbs, quark, cream, sour cream, kefir, butter,
herb butter, butter preparations, cheese, cheese preparations, fresh cheese, fresh cheese preparations, hard
cheese, sliced cheese, soft cheese, cheese spread and cheese spread preparations, creme fraiche, yoghurt,
yoghurt preparations, desserts, prepared desserts, in particular of yoghurt, quark and cream; including the
aforesaid goods with added fruit or herbs or pastry; quark and sour milk products, including quark and sour
milk products with fruit, herbs or vegetables; milk preserves, powdered milk, whey; alcoholic and
non-alcoholic mixed drinks containing milk... ; cheese and milk preparations in the form of snacks ... ; rice
pudding, rice pudding with fruit, semolina pudding ... ; prepared meals and snacks, in particular with a milk
or cheese base ... ; snacks... ; food preparations, containing at least one of the aforesaid goods... ; Meat, fish,
poultry and game';

- Class 30: `Ices, ice cream confectionery, ice cream products, puddings; cheese and milk preparations in the
form of snacks... ; pastry and confectionery, in particular with a milk base, confectionery and chocolate
products, ice cream waffles, muesli preparations, mainly consisting of milk, sour cream, buttermilk, sour milk,
yoghurt, kefir, quark, prepared fruits and/or cereals; semolina pudding ... ; prepared meals, in particular with a
milk or cheese base ... ; fruit sauces; snacks... ; food preparations, containing at least one of the aforesaid
goods... ';

- Class 32: `Non-alcoholic mixed drinks containing milk'.

5 The application was published in Community Trade Marks Bulletin No 48/1999 of 21 June 1999.

6 Objections were made pursuant to Article 41 of the Regulation, and following the submission of
observations by the original claimant and the applicant, the examiner rejected the application by decision of 7
June 2000.

7 On 4 August 2001 the applicant brought an appeal before the Boards of Appeal of OHIM against the
examiner's decision in accordance with Article 59 of the Regulation.

8 By decision of 19 September 2001 (hereinafter `the contested decision'), which was served on the applicant
on 1 October 2001, the Board of Appeal dismissed the appeal. It essentially found that the word claimed was
capable of constituting an indication of geographical origin that referred to a German region known for
producing the goods identified in the application, and that there was a public interest in its remaining freely
available.

9 Meanwhile an opposition was filed against the application for registration of a Community trade mark. The
examination procedure and the original claimant's application were reopened, following
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which the Opposition Division suspended the opposition procedure in accordance with Rule 20(6) of
Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council Regulation (EC) No
40/94 (OJ 1995 L 303, p. 1) (`the Implementing Regulation'), pending a final decision in this action.

Procedure and forms of order sought

10 By an application lodged at the Registry of the Court on 3 December 2001, the applicant brought this
action. OHIM lodged its response on 27 March 2002.

11 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to resume the registration procedure;

- in the alternative, find that Article 7(1)(c) and Article 7(2) of the Regulation do not preclude the registration
and remit the case to the Board of Appeal;

- further in the alternative, order OHIM to grant it a period in which to submit a statement under Article
38(2) of the Regulation;

- further in the alternative, declare that Article 7(1)(c) and Article 7(2) of the Regulation do not preclude
registration of the trade mark application if the applicant provides the defendant with a statement pursuant to
Article 38(2) of the Regulation, and remit the case to the Board of Appeal in order for it to take account of
the statement and of the position adopted by the Court of First Instance;

- order OHIM to pay the costs.

12 OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

13 At the hearing, the applicant withdrew its request that the Court order OHIM to resume the registration
procedure.

Application for annulment

14 In support of its application the applicant raises three pleas in law: first, infringement of Article 7(1)(c)
and Article 7(2) of the Regulation; second, infringement of Article 12(b); and third, infringement of Article
38(2).

First plea: infringement of Article 7(1)(c) and Article 7(2) of the Regulation

Arguments of the parties

15 The applicant does not dispute that the term `Oldenburg' designates the principal town of the region of
Weser-Ems in the Land of Niedersachsen (Lower Saxony) and a town of the same name in the Land of
Schleswig-Holstein in Germany. Nor does it deny that goods of the kind covered by the application for
registration are manufactured in the district of Weser-Ems.

16 However, the applicant denies that the mark sought, OLDENBURGER, is composed exclusively of an
indication which, taken alone, designates or could designate the geographical origin of the goods to which it is
affixed.

17 The applicant observes that the Board of Appeal stated, at paragraph 21 of the contested decision, that it is
necessary to assess whether the geographical name sought relates to a place without examining
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whether the geographical indication designates a place that, in the mind of the relevant class of persons,
identifies the geographical origin of the goods claimed. It also observes that the Board subsequently failed to
confirm that the contested mark OLDENBURGER designated the geographical origin of the goods claimed.

18 The applicant considers that the Board of Appeal extended the absolute ground for refusal relating to terms
that are exclusively descriptive of origin to cover an indication which merely refers to a geographical
indication or is derived from one.

19 It does not deny that the trade mark OLDENBURGER refers to the geographical indication Oldenburg, nor
even that it is derived from it. It submits that it is not the adjective `oldenburger' that is at issue but, as is
clear from the fact that it is capitalised, the male personalised form or a male inhabitant of the town of
Oldenburg.

20 The applicant submits that the public does not as a rule take an analytical or linguistic approach to signs
which it encounters.

21 With regard to the earlier decisions of the Boards of Appeal, it considers that the situations in those cases
may be distinguished from that here. Similarly, the case-law stemming from the judgment in Joined Cases
C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779 is not relevant as the sign claimed is
OLDENBURGER and not Oldenburg. In that regard, the applicant argues that its position is based on the
practice of OHIM, which has registered several indications that have a link with a geographical area.

22 OHIM states as a preliminary observation that the list of goods within Class 30, as it appears in the
application for annulment, does not correspond to the contested list of goods.

23 OHIM recalls that pursuant to Article 7(1)(c) of the Regulation trade marks which consist exclusively of
signs or indications which may serve to designate the geographical origin of goods or services are not to be
registered. It is not permissible for such signs to be monopolised, which would be the consequence of
conferring exclusive rights under Article 9 of the Regulation, because there is a public interest which demands
that such signs remain available (judgment in Windsurfing Chiemsee, paragraphs 25 and 26).

24 OHIM considers that signs which are immediately and without further reflection perceived by the relevant
persons as a geographical indication are not registrable. By contrast, indications which, whilst they designate a
geographical place, are not known to the public or are perceived as fanciful designations, or which are
well-known but are not a priori capable of serving to designate the origin of the goods or services for which
an application for registration has been made, are registrable.

25 OHIM considers that the adjectival form of a place-name clearly falls within the scope of Article 7(1)(c) of
the Regulation, which does not prohibit the registration of geographical names as such (OLDENBURG or
Oldenburg), but rather the registration of indications which may serve to designate geographical origin.

26 With regard to the earlier registrations, OHIM recalls the case-law of the Court of First Instance on the
jurisdiction of the Boards of Appeal and points out that the examples cited by the applicant do not relate to
geographical names which are well-known in the context of the designated goods.

Findings of the Court

27 Article 7(1)(c) of the Regulation provides that `trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service,
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or other characteristics of the goods or service' are not to be registered.

28 In addition, Article 7(2) of the Regulation provides: `Paragraph 1 shall apply notwithstanding that the
grounds of non-registrability obtain in only part of the Community'.

29 Article 7(1)(c) of the Regulation pursues an aim which is in the public interest, namely that descriptive
signs or indications relating to the categories of goods or services in respect of which registration is applied
for may be freely used by all. The provision therefore prevents such signs or indications from being reserved
to one undertaking alone because they have been registered as trade marks (see, by analogy, Windsurfing
Chiemsee, paragraph 25).

30 As regards, more particularly, signs or indications which may serve to designate the geographical origin of
the categories of goods in relation to which registration of the mark is applied for, especially geographical
names, it is in the public interest that they remain available, not least because they may be an indication of
the quality and other characteristics of the categories of goods concerned, and may also, in various ways,
influence consumer tastes by, for instance, associating the goods with a place that may give rise to a
favourable response (see, by analogy, Windsurfing Chiemsee, paragraph 26).

31 Furthermore, it may be observed, first, that the registration of geographical names as trade marks solely
where they designate specified geographical locations which are already famous, or are known for the category
of goods concerned, and which are therefore associated with those goods in the mind of the relevant class of
persons, is excluded as, secondly, is the registration of geographical names which are liable to be used by
undertakings and must remain available to such undertakings as indications of the geographical origin of the
category of goods concerned (see, by analogy, Windsurfing Chiemsee, paragraphs 29 and 30).

32 In that connection, it must be observed that the Community legislature, in derogation from Article 7(1)(c)
of the Regulation, has preserved the possibility of registering signs which may serve to designate geographical
origin as collective marks pursuant to Article 64(2) of the Regulation and, for certain goods, where they meet
the necessary conditions, as geographical indications or designations of origin which are protected under the
provisions of Council Regulation (EEC) No 2081/92 of 14 July 1992 on the protection of geographical
indications and designations of origin for agricultural products and foodstuffs (OJ 1992 L 208, p. 1).

33 However, Article 7(1)(c) of the Regulation does not in principle preclude the registration of geographical
names which are unknown to the relevant class of persons - or at least unknown as the designation of a
geographical location - or of names in respect of which, because of the type of place they designate, such
persons are unlikely to believe that the category of goods concerned originates there (see by analogy
Windsurfing Chiemsee, paragraph 33).

34 In the light of all the foregoing, a sign's descriptiveness cannot be assessed other than by reference to the
goods or services concerned, on the one hand, and by reference to the understanding which the relevant
persons have of it, on the other.

35 In the present case it must be stated, first of all, that the designated goods, as they appear at paragraph 1
of the contested decision, are foods for everyday consumption by consumers as a whole. Consequently, the
relevant public is deemed to be the average consumer who is reasonably well-informed and reasonably
observant and circumspect. In addition, since the sign in question relates to a German geographical name, the
section of the public by reference to whom the absolute ground for refusal must be assessed is the average
consumer in the Member State in which the place designated by that name is situated (see Case T-219/00
Ellos v OHIM (ELLOS) [2002] ECR II-753, paragraphs 30 and 31).
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36 It must next be observed that the word OLDENBURGER derives directly, in its adjectival form, from the
name of the German town Oldenburg, which is the principal town in the administrative district of Weser-Ems
in Niedersachsen.

37 In that connection, the Board of Appeal found at paragraphs 27 to 29 of the contested decision that it is
well-known in Germany at national level that Oldenburg is the capital of a region that is essentially centred
on agriculture, in particular in the dairy, livestock and meat-processing industries, which the applicant does not
deny. From that point of view, it must be observed that a large number of agricultural products carry the
designation `Oldenburger' combined with a generic term or the designation `Oldenburg' combined with the
name of the producer.

38 Having regard to the fact that the geographical area which is directly evoked by the relevant public is
known as a region that produces the goods in question, those persons may perceive the geographical name as
an indication of the geographical origin of those goods.

39 Indeed, the adjectival form is not, for the relevant public, sufficiently different to cause those persons to
think that the sign OLDENBURGER refers to something other than the geographical name Oldenburg and
consequently that the sign is being affixed to the goods to indicate a characteristic other than their origin.

40 In that regard, the applicant's argument that the word OLDENBURGER is no more than a reference to or
a derived form of a geographical indication is irrelevant. First of all, the word in question is commonly used
in the sector for the goods concerned and, secondly, the adjectival form is also customary in German to
construct designations of origin or geographical indications that are protected whose purpose is, inter alia, to
provide the consumer with information on the geographical origin of goods.

41 Furthermore, OHIM rightly argued that the other conceivable meanings are so absurd as to be
unacceptable, such as, for example, OLDENBURGER for `Mann aus Oldenburg' (man from Oldenburg).

42 In addition, the sign claimed does not incorporate any additional elements such as might cause the
application of Article 7(1)(c) of the Regulation to be excluded. First of all, as the applicant itself
acknowledges, the public does not generally run an analytical eye over signs which it encounters; it will
therefore not engage in sufficiently precise scrutiny to discover a meaning in a set of commonplace letters,
even capitalised ones. Nor, secondly, does the fact that a geographical name is used on its own constitute a
perceptible difference when compared to the usual practice for agricultural products and foodstuffs, according
to which it is, on the contrary, usual to designate such goods by a geographical term alone or combined with
generic terms designating the type of product.

43 With regard to the applicant's comment that the Board of Appeal was careful to avoid confirming that the
contested mark OLDENBURGER designates the geographical origin of the goods claimed, it must be observed
that the Board of Appeal has established to the requisite legal standard that the connection between the name
of the place and the goods may enable the relevant class of person to perceive the sign in question as an
indication of the origin of those goods without there being any need to know in that connection whether the
name actually designates the true geographical origin of the goods.

44 With regard to the goods, such as fish, for which it has not been established that the geographical area
evoked by the sign in respect of which registration was applied for is well-known or not, it must be observed
that the Board of Appeal found, at paragraph 32 of the contested decision, rightly, and in accordance with the
case-law of the Court of Justice (see by analogy Windsurfing Chiemsee, paragraph 31), that it is reasonable to
assume that those goods will in future be associated with the word in question in the minds of the relevant
persons.
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45 It must therefore be found that the sign in question consists exclusively of a word which indicates or is
capable of indicating to the relevant persons the geographical origin of the designated goods.

46 Nor can that assessment be called in question by the applicant's argument at the hearing which was, in
summary, that, since the word OLDENBURGER is not in an abstract sense a generic term designating the
goods claimed in the trade mark application, it does not fall within the scope of Article 7(1)(c) of the
Regulation. First of all, in this context the fact that the word claimed is not the generic term designating the
goods is irrelevant if it is established that it may indicate their origin and, secondly, as OHIM correctly
countered, the mark claimed cannot be examined in the abstract; it must be examined by reference to the
designated goods.

47 With regard, finally, to the earlier decisions, suffice it to state that it is well-settled first of all that the
Community trade mark regime is an autonomous system and secondly, that the legality of decisions of the
Boards of Appeal must be assessed solely on the basis of the Regulation, as interpreted by the Community
judicature, and not on the basis of a previous decision-making practice of those Boards (Case T-32/00
München v OHIM (electronica) [2000] ECR II-3829, paragraphs 45 to 47, and Case T-106/00 Streamserve v
OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 66).

48 In addition, as the Office argued, the reference to cases relating to geographical names in respect of which
it has not been established that they are well-known in the context of the goods concerned cannot be accepted
as apposite.

49 Therefore, the applicant's submissions based solely on the existence of registrations made by OHIM or the
German Patent Office are not relevant.

50 Furthermore, it must be pointed out that in order to be accepted it is sufficient that one of the grounds for
refusal set out in Article 7(1) of the Regulation obtain in part of the Community, which in this case is
Germany (see, by analogy, Case T-91/99 Ford Motor v OHIM (OPTIONS) [2000] ECR II-1925, paragraphs
25 to 27).

51 In the light of all the foregoing, the first plea must be rejected.

Second plea: infringement of Article 12(b) of the Regulation

Arguments of the parties

52 The applicant submits that in cases where there is a risk that registration of the trade mark filed will
impede use of the adjective `oldenburger', the unambiguous wording of Article 12(b) of the Regulation
precludes any such impediment.

53 OHIM considers that the limit on the exclusive right of the proprietor of a registered trade mark set out in
Article 12(b) of the Regulation cannot have the effect of rendering trade marks that are otherwise excluded
from protection under Article 7(1)(c) of the Regulation registrable after all.

54 Furthermore, OHIM acknowledges that in its judgment in Case C-383/99 P Procter &amp; Gamble v
OHIM [2001] ECR I-6251, the Court of Justice established a link between Article 7(1) and Article 12 of the
Regulation but considers that that link does not mean it can be said that signs which are not capable of
protection should be registered. Furthermore the conditions in that case are plainly not satisfied since
`Oldenburger' is not an unusual juxtaposition of words but a commercial designation commonly used to
designate goods from Oldenburg.

Findings of the Court

55 It must be observed that the purpose of Article 12(b) of the Regulation, in the context of its relationship
with Article 7(1)(c), in particular for trade marks which do not fall within the
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scope of that provision because they are not exclusively descriptive, is to ensure, inter alia, that use of an
indication relating to geographical origin, which also forms part of a complex trade mark, does not fall within
a prohibition that the proprietor of such a mark is entitled to enforce under Article 9 of the Regulation, where
that indication is used in accordance with honest practices in industrial and commercial matters (see, by
analogy, Windsurfing Chiemsee, cited above, paragraph 28, and Case T-359/99 DKV v OHIM (EuroHealth)
[2001] ECR II-1645, paragraph 28).

56 If it is to apply, therefore, there must be a prior finding that a trade mark has been validly registered and
that the proprietor thereof is enforcing his rights. The alleged infringer may then rely on Article 12 of the
Regulation as a defence to resist a claim of infringement of the proprietor's rights.

57 Consequently, application of that provision may not be taken into account during the registration procedure.
Therefore, given that the trade mark is not registrable, the second plea must also be rejected.

Third plea: infringement of Article 38(2) of the Regulation

Arguments of the parties

58 The applicant argues that its application could lead to registration if it were accompanied by a disclaimer
under Article 38(2) of the Regulation and Rule 11(2) of the Implementing Regulation, stating in material part
as follows:

`The applicant for registration of Community trade mark No 607 895 OLDENBURGER hereby declares, in
accordance with Article 38(2) of the Regulation and Rule 11(2) of the Implementing Regulation, that it
disclaims any exclusive right in the phonetically identical adjective oldenburger.'

59 It takes the view that such a disclaimer would limit the protection afforded to the word OLDENBURGER
in capital letters and taken alone. It also points out that it itself uses its OLDENBURGER trade mark
alongside the geographical and descriptive indication `Oldenburger Butter' (or `OLDENBURGER BUTTER').

60 The applicant submits that under Article 38(2) of the Regulation, Rule 11(2) of the Implementing
Regulation and point 8.13 of the Examination Guidelines of 26 March 1996 (Official Journal of the Office
1996, p. 1347), OHIM should have requested it to supply such a disclaimer.

61 In relation to that plea, OHIM does not see which provision has been infringed. The applicant does not
state clearly whether it is relying on an infringement of the right to a hearing or an infringement of Article
38(2) of the Regulation in conjunction with Rule 11 of the Implementing Regulation.

Findings of the Court

62 It must be observed that Article 38(2) of the Regulation provides that OHIM may request a statement
where the trade mark contains an element that is devoid of distinctive character.

63 In this case, the trade mark application in question comprises one single component.

64 It is therefore sufficient to observe, first of all, that the provisions on disclaimer under Article 38 of the
Regulation do not imply that OHIM is bound to request a disclaimer, and, secondly, that such a disclaimer
cannot be required if there is no element to which it could relate. The one element of which the trade mark is
composed is not in itself eligible for protection, and there are no other components which the applicant could
have disclaimed.

65 Consequently, the third plea must be rejected.

66 It follows that the action must be dismissed in its entirety.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Phillips-Van Heusen Corp. v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Regulations (EC) No 40/94 and No 2868/95 - Opposition - Likelihood of confusion - Alteration of

a decision of the Board of Appeal - Application for registration of Community word mark BASS -
Earlier word mark PASH. Case T-292/01.

In Case T-292/01,

Phillips-Van Heusen Corp., established in New York (United States of America), represented by F. Jacobacci,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by E. Joly
and S. Laitinen, acting as Agents,

defendant,

the intervener before the Court being

Pash Textilvertrieb und Einzelhandel GmbH, established in Munich (Germany), represented by W. Städtler,
lawyer,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 12 September 2001 (Case R-740/2000-3) relating to opposition
proceedings between Pash Textilvertrieb und Einzelhandel GmbH and Phillips-Van Heusen Corporation,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on 4 March 2003,

gives the following

Judgment

Costs

61 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Moreover, under
Article 87(6) of the Rules of Procedure, where a case does not proceed to judgment, the costs are to be in the
discretion of the Court of First Instance. Finally, according to Article 136(1) of the Rules of Procedure, where
an action against a decision of a Board of Appeal is successful, the Court of First Instance may order the
Office to bear only its own costs.

62 In these proceedings, the applicant has sought an order that the Office and the intervener should pay the
costs. However, as the application concerns a relative ground of refusal, the Court finds that, although neither
the Office nor the intervener has been successful, the intervener is the party principally concerned by the
outcome of the proceedings. However, the Office was partly responsible for the dispute to the extent that, as
was observed in paragraphs 23 and 24 above, the contested decision, before it was corrected, was unlawful in
so far as it was ultra petita. Therefore,
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the Office must be ordered to pay, in addition to its own costs, one third of the costs incurred by the
applicant, and the intervener must be ordered to pay, in addition to its own costs, two thirds of the costs
incurred by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber),

hereby:

1. Declares that it is unnecessary to rule on the action in so far as it is directed against the rejection in the
contested decision of the application for registration of the trade mark in respect of goods other than
`clothing';

2. Alters the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 12 September 2001 (Case R-740/2000-3), as rectified by the decision of 18
February 2002, so that the intervener's appeal before the Office is dismissed;

3. Declares that it is unnecessary to rule on the application to reject definitively and in its entirety the
opposition to registration of the trade mark applied for in respect of goods falling within Class 25;

4. Orders the Office to pay, in addition to its own costs, one third of the costs incurred by the applicant;

5. Orders the intervener to pay, in addition to its own costs, two thirds of the costs incurred by the applicant.

Legal background

1 Articles 8, 43, 62 and 74 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1) provide:

`Article 8

Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. For the purposes of paragraph 1, "Earlier trade marks" means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark...:

...

(ii) trade marks registered in a Member State...;

...
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Article 43

Examination of opposition

...

5. If examination of the opposition reveals that the trade mark may not be registered in respect of some or all
of the goods or services for which the Community trade mark application has been made, the application shall
be refused in respect of those goods or services...

Article 62

Decisions in respect of appeals

1. ... The Board of Appeal may either exercise any power within the competence of the department which was
responsible for the decision appealed or remit the case to that department for further prosecution.

...

Article 74

Examination of the facts by the Office of its own motion

1. In proceedings before it the Office shall examine the facts of its own motion; however, in proceedings
relating to relative grounds for refusal of registration, the Office shall be restricted in this examination to the
facts, evidence and arguments provided by the parties and the relief sought.

2. The Office may disregard facts or evidence which are not submitted in due time by the parties concerned.'

2 Rule 53 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No
40/94 (OJ 1995 L 303 p. 1) is worded as follows:

`Rule 53

Correction of errors in decisions

In decisions of the Office, only linguistic errors, errors of transcription and obvious mistakes may be
corrected. They shall be corrected by the department which took the decision, acting of its own motion or at
the request of an interested party.'

Background to the proceedings

3 By application written in English and received at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (`the Office') on 1 April 1996, the applicant requested the registration of the word mark
BASS as a Community trade mark.

4 Registration of the mark was requested for goods falling within Class 25 of the Nice Agreement concerning
the International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended, and corresponding to the following description:
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`Footwear and clothing'.

5 The trade mark application was published in Community Trade Marks Bulletin No 28/97 of 17 November
1997.

6 On 13 February 1998 the intervener filed a notice of opposition pursuant to Article 42(1) of Regulation No
40/94 against the registration of the mark in respect of all the categories of goods covered by the trade mark
application. The opposition was based on the existence of a trade mark registered in Germany with a date of
priority of 14 October 1988. That trade mark (`the earlier trade mark') consists of the word mark PASH. It is
registered for goods falling within Classes 18 and 25 for the purposes of the Nice Agreement and
corresponding to the following description:

- Class 18: `Goods made of leather or of leather imitations and other plastic materials, as far as included in
Class 18, namely handbags and other cases not adapted to the product they are intended to contain as well as
small articles of leather and plastic materials, in particular purses, pocket wallets, key cases; duffel bags,
knapsacks, shoulder straps';

- Class 25: `Clothing, also made of leather, belts for clothing, footwear, headgear'.

7 In support of the opposition, the intervener raised the ground for refusal referred to in Article 8(1)(b) of
Regulation No 40/94.

8 By letter of 4 August 1999 the intervener limited the opposition, restricting it to the registration of the trade
mark for the product categories described as `clothing'.

9 By decision of 19 May 2000 the Opposition Division of the Office (`the Opposition Division') rejected the
opposition. Essentially, the Opposition Division held that since the marks at issue were not similar visually,
aurally or conceptually, there was no likelihood of confusion within the meaning of Article 8(1)(b) of
Regulation No 40/94 between the two marks in the relevant territory of the Community, namely Germany.

10 On 13 July 2000 the intervener filed an appeal at the Office under Article 59 of Regulation No 40/94. It
requested that the Opposition Division's decision be annulled and that the mark applied for be refused in
respect of `clothing'.

11 By decision of 12 September 2001, notified to the applicant on 28 September 2001 (`the contested
decision'), the Third Board of Appeal of the Office (`the Board of Appeal') gave a ruling on the case. It held,
essentially, that the goods referred to in the trade mark application in respect of which the intervener
maintained its opposition to the registration of the mark, namely clothing, were identical to the goods in Class
25 designated by the earlier trade mark, and that the accessories in respect of which the earlier trade mark
was also registered were often sold with the clothing manufactured by the same undertaking. The Board of
Appeal held that the marks at issue were similar. There was a visual similarity between the two marks, given
that they had the same number of letters, that the two central letters on which the public was likely to focus
its attention were the same in both cases, and that the first letters `B' and `P' were very similar. As for aural
similarity, it held, in particular, that, at least in certain regions of Germany, the consonants `B' and `P' were
pronounced in a very similar manner. In that context, it pointed out that the likelihood of confusion did not
need to be present in the whole of the relevant territory; it was sufficient if the likelihood of confusion
existed in respect of an important part of the public. Finally, as regards the comparison of the marks from a
conceptual point of view, it held that neither of the two word marks had a settled meaning in relation to the
products concerned. Therefore, the Board of Appeal held that, since the goods designated by the two marks
were identical, there was a likelihood of confusion between them within the meaning of Article 8(1)(b) of
Regulation No 40/94 in the relevant territory of the Community, namely Germany.
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12 The operative part of the contested decision states as follows:

`The Board

hereby:

1. Annuls the decision [of the Opposition Division].

2. Upholds the opposition and rejects the application for a Community trade mark.

...'

13 Paragraphs 1, 6 and 40 of the grounds of the contested decision are worded as follows:

`1. ... the applicant sought to register the word mark [BASS] for the following goods (and others which are
not in issue in the present proceedings): Class 25 - clothing.

6. The opponent filed an appeal against the decision of [the Opposition Division], requesting the Board to
[annul] the decision [of the Opposition Division] and refuse protection of the opposed mark only for the
goods "clothing".

40. The Community trade mark application is therefore... not eligible for registration and the decision of the
Opposition Division must be annulled.'

14 On 18 February 2002 the Board of Appeal adopted a decision, the operative part of which is worded as
follows:

`1. In accordance with Rule 53 of... Regulation (EC) No 2868/95... the Board, acting on its own motion,
corrects an obvious mistake in its decision of 12 September 2001 in Case R 740/2000-3.

2. With regard to paragraph 1 and 6 of the decision, the order shall read now as follows:

"On those grounds, the Board... :

2. Upholds the opposition and rejects the application for a Community trade mark as far as registration is
requested for `clothing' in Class 25."'

Procedure and forms of order sought

15 By application written in Italian and lodged at the Registry of the Court of First Instance on 28 November
2001, the applicant brought the present action.

16 By letter of 19 December 2001 the intervener objected to Italian becoming the language of the case.

17 On 10 January 2002 the Registrar of the Court of First Instance determined that English was the language
in which the trade mark application had been filed and was thus the language of the case in accordance with
Article 131(2) of the Rules of Procedure of the Court of First Instance.

18 The Office lodged its response at the Registry of the Court of First Instance on 8 April 2002. The
intervener lodged its response at the Registry of the Court of First Instance on 28 March 2002.

19 The applicant claims that the Court should:

- annul the contested decision;

- reject definitively and in its entirety the opposition to registration of the mark applied for in respect of
goods in Class 25;

- order the Office to grant registration of the mark applied for;

- order the Office and the intervener to pay the costs, including those incurred in the opposition
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proceedings and before the Board of Appeal.

20 The Office contends that the Court of First Instance should:

- reject as inadmissible the claim that the Office should be directed to grant registration of the mark applied
for;

- uphold the application to the extent that the mark applied for covers `footwear', in the light of the Board of
Appeal's corrigendum of 18 February 2002;

- reject the remainder of the application;

- order the Office to pay the costs on condition that the applicant withdraw its application in the light of the
Board of Appeal's corrigendum of 18 February 2002, and otherwise order the applicant to pay the costs.

21 The intervener contends that the Court of First Instance should:

- reject the application for annulment of the contested decision;

- order the applicant to pay the costs, including those incurred in the proceedings before the Opposition
Division and before the Board of Appeal.

22 By letter of 25 February 2003 the applicant withdrew the third head of its application in which it
requested that the Office be directed to register the mark applied for. It also submitted evidence in support of
the substance of its action. By letter of 28 February 2003 the Registrar of the Court of First Instance informed
the applicant that that evidence would not be added to the file.

Law

The subject-matter of the dispute

23 In the proceedings before the Opposition Division the intervener restricted the scope of the opposition, so
that it was directed solely against registration of the mark in respect of `clothing'. However, in paragraph 2 of
the operative part of the contested decision, the Board of Appeal refused the trade mark application without
limiting the scope of its refusal to that category of goods. Therefore, in so far as it ruled ultra petita the
contested decision is unlawful.

24 As is apparent from reading the first sentence of Article 43(5), in conjunction with the first sentence of
Article 62(1) and Article 74(1) in fine of Regulation No 40/94, when deciding on an appeal against a decision
of the Opposition Division, the Board of Appeal may reject the trade mark application only to the extent
applied for by the opponent in its opposition to the registration of that mark. The Board of Appeal cannot
give a ruling which goes beyond the scope of the opposition. Moreover, neither the Office nor the intervener
disputes that conclusion.

25 However, by its decision of 18 February 2002 the Board of Appeal corrected the operative part of the
contested decision on the basis of Rule 53 of Regulation No 2868/95, so that the refusal of the trade mark
application is now limited to `clothing'. It follows that, in so far as the contested decision refused the trade
mark application in respect of goods other than those classed as `clothing', the action has become devoid of
purpose. Therefore, there is no longer any need to rule on the action in so far as it seeks the annulment of
the contested decision on that point.

26 Moreover, in response to a written question from the Court of First Instance, the applicant, by letter of 25
February 2003, withdrew the plea that it had raised in its application alleging that the contested decision went
beyond the scope of the opposition.

The application for annulment

27 The applicant raises a single plea, alleging an infringement of Article 8(1)(b) of Regulation
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No 40/94. That plea is subdivided into two parts. The first part of the plea alleges that the word marks BASS
and PASH co-exist as German national marks, the second part, which it is appropriate to consider first, alleges
that there is no inherent likelihood of confusion.

Arguments of the parties

28 The applicant submits that, in order to determine whether there is a likelihood of confusion between the
two marks, consideration must first be given to the visual, aural or conceptual similarity of the marks at issue.
Second, the assessment depends on whether those marks have a highly distinctive character, either inherently
or because of recognition of them on the market. The third factor to take into consideration is the relative
awareness of the relevant public. In that context the applicant refers to the 10th recital in the preamble to First
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to
trade marks (OJ 1989 L 40, p. 1), paragraphs 22 and 23 of Case C-251/95 SABEL [1997] ECR I-6191 and to
paragraphs 17, 26 and 28 of Case C-39/97 Canon [1998] ECR I-5507.

29 In this case the applicant argues that the marks at issue are not visually, aurally or conceptually similar. In
that regard, although they each have four letters, the two word marks have only the two central letters in
common, which has no importance from a visual and aural point of view, given that it is the initial letters
which have greater weight as regards both pronunciation and appearance.

30 Moreover, the applicant asserts that it is clear from the evidence of the genuine use of the earlier trade
mark submitted by the intervener in the proceedings before the Opposition Division that, in commercial
practice, the word mark PASH is always accompanied by an additional distinctive element, which further
helps to distinguish the earlier trade mark from the mark in respect of which registration is sought.

31 Furthermore, the applicant argues that Unit 15 of the Opposition Division, which issued the decision
contested by the intervener before the Board of Appeal, included a member whose mother tongue is German
and that, therefore, the characteristics of that language were taken into account when the Opposition Division
ruled that the marks at issue were not aurally similar. That conclusion is, in the applicant's submission,
confirmed by the fact that the intervener uses the earlier trade mark in its advertising campaigns with a
pronunciation clearly orientated towards English.

32 As regards the absence of conceptual similarity, the applicant submits that the Opposition Division rightly
held that the average German consumer understands the word mark BASS as referring to the voice of a singer
or even to a musical instrument, while the word mark PASH is associated by that public with a well-known
term used in German games.

33 Furthermore, the applicant states that the channels of distribution used by it and the intervener are different
and that, therefore, the relevant public is also different in the case of the two marks. In that regard it states,
referring to extracts from the internet reproduced in Annex 24 to the application, that the earlier trade mark is
aimed at a public which tends to purchase goods of a particular trade mark according to the fashion prevailing
at the time of purchase. By contrast, according to the applicant, which refers to documents reproduced in
Annexes 17 to 19 of the application, the mark applied for is aimed at a public which pays attention both to
the trade mark under which the goods are marketed and the quality of those goods, but which gives little
thought to the current fashion at the time of purchase.

34 Finally, to substantiate its argument that on the German market there is no likelihood of confusion between
the marks at issue, the applicant refers to a market study carried out in November 2000. According to the
applicant, it appears from that study that the vast majority of people interviewed consider that there is no
possibility of confusion between the two marks.
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35 The Office contends that the Board of Appeal did not commit any error of law by holding that there is a
likelihood of confusion between the two marks.

36 In that regard it states, first, that the Board of Appeal rightly held that the relevant public was a German
public, deemed to be reasonably well informed and reasonably observant and circumspect.

37 Second, the Office points out that the goods designated by the marks at issue are identical.

38 Third, as far as concerns the relationship between the marks at issue, the Office observes, first of all, that
the Board of Appeal pertinently observed that they produced the same general impression visually and aurally.
Next, the Office argues that the Board of Appeal was right to hold that the two marks were visually similar,
given that they had the same number of letters, that the two central letters on which the attention of the
public was likely to focus were the same in both cases, and that the first letters `B' and `P' were very similar.
As for the aural similarity, the Office also shares the view of the Board of Appeal that, at least in certain
regions of Germany, the consonants `B' and `P' are pronounced in a very similar manner. In that context the
Office states that it is not necessary for the likelihood of confusion to exist in the whole of the relevant
territory, but it is sufficient if that likelihood exists in a significant part of the relevant territory. In relation to
the conceptual dissimilarities alleged by the applicant, the Office considers that the Board of Appeal rightly
held that they were irrelevant.

39 As regards the market study submitted by the applicant, the Office considers that the Court of First
Instance should not take account of that new piece of evidence.

40 Finally, in relation to the applicant's argument that the manner in which the earlier trade mark was actually
used should be taken into account, the Office contends that for the purpose of determining the likelihood of
confusion account must be taken of the earlier trade mark only as it was registered, irrespective of how it has
actually been used in the market place. In that regard, the Office relies on the principle that trade mark rights
are acquired by registration.

41 The intervener considers that there is a likelihood of confusion between the marks at issue. In the first
place, it submits that the goods concerned by the opposition, namely clothing, are identical for both marks.
The intervener takes the view, moreover, that the marks are very similar aurally and visually. In that
connection, it argues that the letters `B' and `P' are pronounced in a similar or even identical manner in many
regions in Germany.

Findings of the Court

42 As is apparent from Article 8(1)(b) of Regulation No 40/94, registration of a mark is to be refused if,
because of its identity with or similarity to an earlier trade mark and the identity or similarity of the goods or
services covered by the trade marks, there exists a likelihood of confusion on the part of the public in the
territory in which the earlier trade mark is protected. Moreover, under Article 8(2)(a)(ii) of Regulation No
40/94, an earlier mark must be understood as a trade mark registered in a Member State with a date of
application for registration which is earlier than the date of application for registration of the Community trade
mark.

43 In the present case, the earlier trade mark is registered in Germany. Therefore, when assessing the
conditions referred to in the previous paragraph, account must be taken of the point of view of the public in
that Member State. Accordingly, it must be held that the relevant public is essentially German-speaking.
Moreover, given that the goods designated by the earlier trade mark are everyday consumer goods, that public
is composed of average consumers, as the Office rightly stated in paragraph 45 of its response.

44 It is common ground that the goods referred to in the trade mark application in respect of which the
intervener has maintained its opposition to registration of the mark sought are partly identical
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and partly similar to those designated by the earlier trade mark.

45 Regarding the likelihood of confusion, it is clear from the Court's case-law on the interpretation of Article
4(1)(b) of First Council Directive 89/104/EEC, which is in essence the same as Article 8(1)(b) of Regulation
No 40/94, that this is the likelihood that the public might believe that the goods or services in question come
from the same undertaking or, as the case may be, from economically-linked undertakings (Canon, cited
above, paragraph 29, and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 17).
According to that case-law, the likelihood of confusion in the mind of the public must be appreciated globally,
taking into account all factors relevant to the circumstances of the case (SABEL, cited above, paragraph 22;
Canon, paragraph 16; Lloyd Schuhfabrik Meyer, cited above, paragraph 18; and Case C-425/98 Marca Mode
[2000] ECR I-4861, paragraph 40). That assessment implies some interdependence between the relevant factors
and, in particular, a similarity between the trade marks and between the goods or services designated.
Accordingly, a lesser degree of similarity between these goods or services may be offset by a greater degree
of similarity between the marks, and vice versa (Canon, paragraph 17; Lloyd Schuhfabrik Meyer, paragraph
19, and Marca Mode, cited above, paragraph 40). The interdependence of those factors is expressly referred to
in the seventh recital in the preamble to Regulation No 40/94, according to which the concept of similarity is
to be interpreted in relation to the likelihood of confusion, the assessment of which depends, inter alia, on the
recognition of the trade mark on the market and the degree of similarity between the mark and the sign and
between the goods or services designated.

46 In addition, the perception of the average consumer of the goods or services in question plays a decisive
role in the global assessment of the likelihood of confusion. The average consumer normally perceives a mark
as a whole and does not proceed to analyse its various details (SABEL, paragraph 23, and Lloyd Schuhfabrik
Meyer, paragraph 25). For the purposes of that global assessment, the average consumer is deemed to be
reasonably well informed and reasonably observant and circumspect. Moreover, account should be taken of the
fact that the average consumer only rarely has the chance to make a direct comparison between the different
marks but has to place his trust in the imperfect image of them that he has retained in his mind. It should
also be borne in mind that the average consumer's level of attention is likely to vary according to the category
of goods or services in question (Lloyd Schuhfabrik Meyer, paragraph 26).

47 Finally, it is clear from the case-law of the Court of Justice that the global assessment of the likelihood of
confusion, as far as concerns the visual, aural or conceptual similarity of the marks in question, must be based
on the overall impression given by the marks, bearing in mind, inter alia, their distinctive and dominant
components (SABEL, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25).

48 The question whether the degree of similarity between the marks at issue is sufficiently great for there to
be a likelihood of confusion between them must be examined in the light of those considerations.

49 As far as visual similarity between the two marks is concerned, the Board of Appeal pertinently observed
in paragraph 17 of the contested decision that they have the same number of letters and that two of the four
letters of which they are composed are identical.

50 On the other hand, with regard to the view taken by the Board of Appeal, in paragraph 18 of the
contested decision, that the public's attention is likely to focus on the central letters of a word mark, the Court
finds that the public's attention focuses with at least the same intensity on the first letters of such a mark. As
regards the first letters of the marks at issue, namely `B' and `P', their visual similarity is only limited,
contrary to what was stated by the Board of Appeal in paragraph 18 of the contested decision.

51 As for aural similarity, it is indeed possible that, at least in certain regions of Germany,
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the consonants `B' and `P' are pronounced in a very similar manner, as the Board of Appeal observed in
paragraph 20 of the contested decision. Moreover, it stated pertinently in paragraph 37 of the contested
decision that the only vowel contained in the two word marks at issue is identical.

52 On the other hand, the view taken by Board of Appeal, in paragraph 23 of the contested decision, that a
significant part of the relevant public might be tempted to pronounce the final two consonants of the word
mark PASH as `pass' is unfounded. As the Board of Appeal itself pointed out, the combination of the letters
`sh' as part of a single syllable is not used in German. Rather, it must be held that a significant part of the
relevant public is sufficiently familiar with the pronunciation of current English words, such as `crash', to be
likely to follow that pronunciation also in the case of the word mark `PASH'.

53 Finally, as concerns the comparison of the marks at issue from a semantic point of view, the word mark
BASS calls to mind the voice of a singer or a musical instrument, while the word mark PASH, supposing that
the relevant public attributes a clear and specific meaning to it, may be associated with the German word
`Pasch', which designates a dice game. Therefore, it must be held, first of all, that there is no similarity
between the two marks at the semantic level.

54 Next, it must be held that the conceptual differences which distinguish the marks at issue are such as to
counteract to a large extent the visual and aural similarities pointed out in paragraphs 49 and 51 above. For
there to be such a counteraction, at least one of the marks at issue must have, from the point of view of the
relevant public, a clear and specific meaning so that the public is capable of grasping it immediately. In this
case that is the position in relation to the word mark BASS, as has just been pointed out in the previous
paragraph. Contrary to the findings of the Board of Appeal in paragraph 25 of the contested decision, that
view is not invalidated by the fact that that word mark does not refer to any characteristic of the goods in
respect of which the registration of the marks in question has been made. That fact does not prevent the
relevant public from immediately grasping the meaning of that word mark. It is also irrelevant that, since the
dice game `Pasch' is not generally known, it is not certain that the word mark PASH has, from the point of
view of the relevant public, a clear and specific meaning in the sense referred to above. The fact that one of
the marks at issue has such a meaning is sufficient - where the other mark does not have such a meaning or
only a totally different meaning - to counteract to a large extent the visual and aural similarities between the
two marks.

55 In making a global assessment of the likelihood of confusion, account must be taken of all the factors
referred to in paragraphs 48 to 51 above. In that connection, as the applicant rightly stated, the degree of
aural similarity between the two marks is of less importance in the case of goods which are marketed in such
a way that, when making a purchase, the relevant public usually perceives visually the mark designating those
goods. That is the case with respect to the goods in question here.

56 In the light of all those factors, it must be held that the degree of similarity between the marks at issue is
not sufficiently great for the Court to find that the public might believe that the goods in question come from
the same undertaking or, as the case may be, from undertakings which are economically linked. Therefore
there is no likelihood of confusion between them.

57 Given the differences between the marks at issue, that finding is not invalidated by the fact that the goods
covered by the mark applied for, in respect of which the intervener opposed registration of the mark, are
identical to some of the goods designated by the earlier trade mark.

58 The second part of the single plea must, therefore, be upheld.

59 Therefore, it is not necessary to examine the applicant's other arguments, or to give a ruling on the first
part of the plea, and the contested decision, as rectified by the decision of 18 February
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2002, must, in accordance with Article 63(3) of Regulation No 40/94, be altered so that the intervener's appeal
before the Office is dismissed.

The application to reject definitively and in its entirety the opposition to registration of the mark applied for
in respect of goods falling within Class 25

60 It is not necessary to give a ruling on that head of claim, since the applicant has no interest in asking the
Court of First Instance itself to order that the opposition be rejected. The Opposition Division's decision to
reject the opposition takes effect as a result of the alteration of the contested decision in the way stated in the
preceding paragraph. Moreover, under the second sentence of Article 57(1) of Regulation No 40/94 an appeal
brought before the Office has suspensive effect. Therefore, a decision capable of forming the subject of such
an appeal, such as the Opposition Division's decision, takes effect if no appeal has been brought before the
Office within the time-limit referred to in the first sentence of Article 59 of Regulation No 40/94, or if such
an appeal has been dismissed by a definitive decision of the Board of Appeal. In that regard, a decision of the
Court of First Instance which, by virtue of the power of alteration, dismisses the appeal brought before the
Office must be deemed as a decision to that effect by the Board of Appeal.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)December 2002. eCopy, Inc. v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- ECOPY - Misuse of powers - Distinctiveness acquired through use after the date of filing - Article 7(3)

of Regulation (EC) No 40/94. Case T-247/01.

In Case T-247/01,

eCopy Inc, established in Nashua, New Hampshire (United States), represented by B. Reid, Barrister,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by E. Joly,
acting as Agent,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 13 July 2001 (Case R 47/2001-1) relating to registration of the
word ECOPY as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on 11 September 2002,

gives the following

Judgment

Costs

52 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has asked for costs, it must be ordered to pay OHIM's costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Legal background

1 Articles 7, 8, 9, 26 and 27 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as amended, provide as follows:

`Article 7
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Absolute grounds for refusal

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.

Article 8

Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

(a) if it is identical with the earlier trade mark and the goods or services for which registration is applied for
are identical with the goods or services for which the earlier trade mark is protected;

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected;...

2. For the purposes of paragraph 1, "Earlier trade marks" means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

(i) Community trade marks;

...

(b) applications for the trade marks referred to in subparagraph (a), subject to their registration;

...

5. Furthermore, upon opposition by the proprietor of an earlier trade mark within the meaning of paragraph 2,
the trade mark applied for shall not be registered where it is identical with or similar to the earlier trade mark
and is to be registered for goods or services which are not similar to those for which the earlier trade mark is
registered, where in the case of an earlier Community trade mark the trade mark has a reputation in the
Community and, in the case of an earlier national trade mark, the trade mark has a reputation in the Member
State concerned and where the use without due cause of the trade mark applied for would take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the earlier trade mark.

...
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Article 9

Rights conferred by a Community trade mark

...

3. The rights conferred by a Community trade mark shall prevail against third parties from the date of
publication of registration of the trade mark. Reasonable compensation may, however, be claimed in respect of
matters arising after the date of publication of a Community trade mark application, which matters would,
after publication of the registration of the trade mark, be prohibited by virtue of that publication. The court
seized of the case may not decide upon the merits of the case until the registration has been published.

...

Article 26

Conditions with which applications must comply

1. An application for a Community trade mark shall contain:

(a) a request for the registration of a Community trade mark;

(b) information identifying the applicant;

(c) a list of the goods or services in respect of which the registration is requested;

(d) a representation of the trade mark.

...

Article 27

Date of filing

The date of filing of a Community trade mark application shall be the date on which documents containing
the information specified in Article 26(1) are filed with the Office by the applicant..., subject to payment of
the application fee within a period of one month of filing the abovementioned documents.'

Background to the dispute

2 On 21 June 2000 the applicant, acting under its previous name, Simplify Development Corporation, filed an
application for a Community trade mark (application No 1718667) at the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) under Regulation No 40/94.

3 The trade mark in respect of which registration was sought was the word ECOPY.

4 The goods in respect of which registration of the trade mark was sought are in Class 9 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:

`Software discs and associated apparatus for enabling the scanning and electronic distribution
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of documents over computer networks'.

5 By decision of 10 November 2000, the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the trade mark for which registration was sought was descriptive of the goods in
question and devoid of any distinctive character within the meaning of Article 7(1)(c) and (b) of Regulation
No 40/94.

6 On 8 January 2001, the applicant appealed against the examiner's decision to OHIM under Article 59 of
Regulation No 40/94. In the appeal, the applicant requested, for the first time, that Article 7(3) of Regulation
be held to apply, and submitted supporting evidence to that end.

7 By a decision of 13 July 2001, which was served on the applicant on 18 July 2001, the First Board of
Appeal dismissed the appeal (hereinafter `the contested decision'). The Board of Appeal essentially held that
the term `ECOPY' meant `electronic copy' and that it therefore referred to the nature and intended purpose of
the goods covered by the application. It accordingly found that the mark applied for was caught by Article
7(1)(c) of Regulation No 40/94. It also found that the mark sought was devoid of any inherent distinctive
character within the meaning of Article 7(1)(b) of Regulation No 40/94. Finally, the Board considered that the
mark claimed could not be registered pursuant to Article 7(3) of the regulation. In that connection it found,
firstly, that part of the evidence submitted by the applicant was not sufficient to prove that the mark had
acquired distinctive character through use. Secondly, it found that other parts of the evidence submitted by the
applicant could not be taken into account because that evidence related to the period after the date of filing of
the application.

Procedure and forms of order sought

8 By an application lodged at the Registry of the Court on 26 September 2001 and completed on 26 October,
29 November, 5 December, 7 December and 20 December 2001, the applicant brought this action. On 30
January 2002 OHIM lodged its response at the Registry of the Court.

9 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to grant Community trade mark application No 1718667 or, in the alternative, to continue
prosecution of the application according to the judgment of the Court;

- order OHIM to pay the costs.

10 OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Admissibility of the applicant's second head of claim

Arguments of the parties

11 OHIM considers this head of claim to be inadmissible. It asserts that the Court of First Instance is not
entitled to issue directions to OHIM since Article 63(6) of Regulation No 40/94 requires OHIM to take the
necessary measures to comply with the judgment of the Community court.

12 The applicant, whilst not formally withdrawing this head of claim, acknowledged at the hearing that the
Court of First Instance is not entitled to issue directions to OHIM.

Findings of the Court

13 Article 63(6) of Regulation No 40/94 requires OHIM to take the necessary measures to comply
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with the judgment of the Community court. In that regard, as OHIM rightly points out, the case-law makes it
clear that the Court of First Instance is not entitled to issue directions to OHIM (see judgments in Case
T-163/98 Proctor and Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, paragraph 53, and Case T-331/99
Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 33).

14 The applicant's second head of claim must therefore be dismissed as inadmissible.

Substance

Preliminary observations

15 It should be observed at the outset that, under Article 19 of the EC Statute of the Court of Justice, which
applies to proceedings before the Court of First Instance by virtue of Article 46 of that Statute, and under
Articles 44(1)(c) and 130(1) of the Rules of Procedure of the Court of First Instance, an application must state
a summary of the pleas in law on which the application is based. That summary must be sufficiently clear and
precise to enable the defendant to prepare its defence and the Court to decide the case, if appropriate without
other information in support. In order to ensure legal certainty and the sound administration of justice, the
essential elements on which the action is based must be apparent, at least in summary, and in a coherent and
intelligible form, from the text of the application itself (see judgments in Case T-348/94 Enso Española v
Commission [1998] ECR II-1875, paragraph 143, and Case T-251/97 T. Port v Commission [2000] ECR
II-1775, paragraph 91). In that connection, the application must specify the grounds on which the action is
based, with the result that a mere abstract statement of the grounds does not satisfy the requirements of the
Rules of Procedure (see judgments in T. Port v Commission, cited above, paragraph 90, and Case T-111/99
Samper v Parliament [2000] ECR-SC I-A-135 and II-611, paragraph 27).

16 The contested decision in this case is based on Article 7(1)(b) and (c) and Article 7(3) of Regulation No
40/94. In its application, the applicant advances two pleas in law alleging, first of all, misuse of powers in
that, by examining the registrability of the term E-COPY rather than the word ECOPY, the Board of Appeal
erred as to the subject-matter of the dispute before it, and, secondly, infringement of Article 7(3) of
Regulation No 40/94. However in its application the applicant does not criticise the contested decision for the
way in which the Board of Appeal interpreted and applied the provisions of Article 7(1)(b) and (c); it merely
states, in the context of the first plea, in general and abstract terms, that the Board of Appeal infringed
Regulation No 40/94 `since marks not barred by Article 7 should be registered' (paragraph 13 of the
application). It was not until the hearing that the applicant stated, for the first time, the reasons why it
considers that the Board of Appeal erred in law in refusing the trade mark application under Article 7(1)(b)
and (c) of Regulation No 40/94.

17 In those circumstances it must be held that the applicant has not validly pleaded an alleged infringement of
Article 7(1)(b) and (c) of Regulation No 40/94. The explanations it gave at the hearing cannot be taken into
account.

First plea, alleging misuse of powers

Arguments of the parties

18 The applicant submits that the Board of Appeal erroneously considered the registrability of the word
E-COPY, while the mark for which registration was sought was the word ECOPY.

19 In that respect, it submits that the absence of a hyphen between the letter `E' and the word `COPY'
represents a crucial distinction between the two terms. Its effect is that the `E' in ECOPY is pronounced as a
short vowel and not as a long vowel. In addition, the applicant asserts
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that it has not been established that, while consumers are aware of current terms such as `E-Mail' or
`E-Shopping', they are equally familiar with the corresponding unhyphenated words. Moreover, consumers
unfamiliar with the English language will not be able to ascribe a meaning to the term ECOPY on the basis
of the visual presentation of the mark claimed.

20 Therefore, in the applicant's view, the Board of Appeal misunderstood the subject-matter of the dispute and
the contested decision is accordingly based on a misuse of powers.

21 OHIM counters that, contrary to the applicant's allegations, the Board of Appeal did examine the
registrability of the term ECOPY. In that regard, OHIM submits that the fact that the Board of Appeal also
referred to the definition of the word `e-copy' on the IROI (Institute of RF &amp; OE-ICS of Southeast
University) website, whose address is http:iroi.seu.edu.cn/books/ whatis/ecopy.htm, does not suggest any
confusion as to the trade mark applied for. In that context, OHIM notes that the Board of Appeal stated, at
paragraph 12 of the contested decision, that the term ECOPY as such does not appear in dictionaries and is a
pronounceable word. According to OHIM, that shows clearly that the Board of Appeal did examine the word
ECOPY, consisting of the fusion of two elements, and not the term E-COPY.

Findings of the Court

22 It must be observed that the concept of misuse of powers has a precisely defined scope in Community law
and refers to cases where an administrative authority has used its powers for purposes other than that for
which they were conferred on it. In that respect, it has been consistently held that a decision may amount to a
misuse of powers only if it appears, on the basis of objective, relevant and consistent evidence, to have been
taken for purposes other than those stated (see judgments in Joined Cases T-551/93 and T-231/94 to T-234/94
Industrias Pesqueras Campos and Others v Commission [1996] ECR II-247, paragraph 168, and Case T-19/99
DKV v OHIM (Companyline) [2000] ECR II-1, paragraph 33).

23 In this case, however, the applicant has not established or even alleged that there was any evidence to that
effect. More particularly, even if, as the applicant claims, the Board of Appeal misapprehended the
subject-matter of the dispute before it by examining the registrability of the term E-COPY rather than the
word ECOPY, that would not constitute evidence that the decision was taken exclusively, or at the least
largely, for purposes other than those stated.

24 In addition the Court finds that it is clear from the contested decision that the Board of Appeal did
examine the registrability of ECOPY rather than E-COPY and that it did not therefore misapprehend the
subject-matter of the dispute before it.

25 The first plea must therefore be dismissed.

Second plea, alleging infringement of Article 7(3) of Regulation No 40/94

Arguments of the parties

26 The applicant submits that the Board of Appeal erred in law by not taking into consideration, for the
purpose of applying Article 7(3) of Regulation No 40/94, evidence of use of the mark applied for after the
date of filing of the application. The applicant submits in that connection that OHIM's internal instructions are
of no relevance to this question.

27 In addition it points out that Article 9(3) of Regulation No 40/94 provides that rights conferred by a trade
mark prevail against third parties only from the date of publication of the registration. In the applicant's view,
it follows from that provision that when assessing the registrability of a mark under Article 7(3) of the
regulation, evidence must be taken into account up to the date of registration.
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28 Consequently, according to the applicant, the Board of Appeal ought to have taken into account the
evidence submitted which related to the period up to the date on which the Board adopted its own decision,
namely 13 July 2001, or at least of the evidence which related to the period up to the date of the examiner's
decision, namely 10 November 2000.

29 Finally, in Annexes 4 to 7 to the application, the applicant submits additional evidence to the Court
intended to show that the mark applied for has, by virtue of the use made of it, acquired distinctive character.

30 OHIM submits that it is a precondition for registration of a trade mark under Article 7(3) of Regulation
No 40/94 that the mark has become distinctive as a consequence of use by the date of filing of the
application and remains so until registration.

31 As to that, OHIM points out that the date of filing determines the priority of one mark over another.
Accordingly, if a mark which became distinctive through use only after an application for its registration was
filed were nevertheless registered, that mark could, in annulment or opposition proceedings, constitute a
relative ground for refusal to register a mark whose date of filing postdated that of the first mark. That
situation could arise even though at the date of filing of the second mark, the first mark had not yet acquired
any distinctive character through use.

32 With regard to the applicant's argument on Article 9(3) Regulation No 40/94, OHIM submits that, contrary
to the applicant's contention, the rights conferred by a trade mark may become effective before its registration.
Thus, under that provision, reasonable compensation may be claimed in respect of matters arising after
publication of the trade mark application.

33 Finally OHIM submits that, save in exceptional circumstances, new evidence may not be presented for the
first time in proceedings before the Court of First Instance, since the purpose of an action before that Court is
to review the legality of decisions taken by the Boards of Appeal. In the present case, OHIM considers that
the applicant has not demonstrated that there were exceptional circumstances.

Findings of the Court

34 It should be noted at the outset that, in the context of this plea, the applicant is challenging the contested
decision only in so far as the Board of Appeal failed to take into account the evidence on acquisition of
distinctive character through use in the period after the application was filed. The applicant is not challenging
the fact that the contested decision found some of the evidence on the period prior to the date when the trade
mark application was filed to be inherently inadequate. There is therefore no need to consider whether the
contested decision was well founded on this point.

35 Consideration must, however, be given to whether, as the applicant claims, the Board of Appeal erred in
law in disregarding other evidence on the ground that it related to the period after the application was filed.

36 In that regard, Article 7(3) of Regulation No 40/94 must be interpreted as meaning that a mark must have
become distinctive through use before the application was filed. Accordingly, it is irrelevant that the mark
may have acquired distinctiveness through use after the application was filed but before OHIM, in the person
of the examiner or, where appropriate, the Board of Appeal, has determined whether there are any absolute
grounds for refusing registration of the mark. It follows that OHIM may not have regard to evidence of use
that occurred after the date of filing.

37 First of all, that interpretation is the only one compatible with the logic of the system of absolute and
relative grounds for refusal in regard to the registration of Community trade marks. As Article 8(2)(a) and (b)
of Regulation No 40/94 makes clear, the date of filing of the application,
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as defined in Article 26 of the regulation, determines the priority of one mark over another. In that
connection, it must be pointed out that if a mark which became distinctive through use only after an
application for its registration was filed were none the less registered, it could, in opposition or annulment
proceedings, constitute a relative ground for refusal to register a mark whose date of filing postdated that of
the first mark. That situation could arise even though at the date of filing of the second mark, which had by
that time become distinctive, the first mark had not yet acquired distinctiveness through use, and did not
therefore satisfy the conditions for registration. Such an outcome cannot be accepted.

38 Secondly, the wording of Article 7(3) of Regulation No 40/94, which states that subparagraphs (b), (c) and
(d) of Article 7(1) are not to apply if the trade mark `has become distinctive' in relation to the goods or
services for which registration `is requested' in consequence of the use `which has been made of it', supports
this interpretation.

39 Thirdly, the interpretation suggested avoids a situation in which the chances that a mark's distinctiveness
acquired through use will be taken into account increase the longer the registration procedure takes.

40 That interpretation cannot be called in question by the applicant's submissions on Article 9(3) of
Regulation No 40/94.

41 In the first place, the applicant's argument is contradictory. At paragraph 16 of the application, the
applicant claims that it follows from Article 9(3) of Regulation No 40/94 that, for the purposes of assessing
the registrability of a trade mark, evidence must be taken into account up to the date of its registration. Yet at
paragraph 18 of the application, it argues that the relevant point in time is the date when OHIM (which is to
say the examiner or, where appropriate, the Board of Appeal) determines whether there are any absolute
grounds for refusing registration of the mark. However, these are plainly two different points in time. Once
OHIM has decided that there is no absolute ground for refusing registration of the mark claimed, the trade
mark application is published in accordance with Articles 38(1) and 40(1) of Regulation No 40/94. Under
Article 45 of the regulation, the mark can only be registered after the expiry of the period for entering an
opposition, which is three months from publication of the application (Article 42(1) of the regulation), or, if
appropriate, after the opposition has been dismissed.

42 Next, as OHIM rightly points out, contrary to what the applicant contends, the rights conferred by the
Community trade mark may entail consequences with regard to certain situations pertaining prior to
registration of the mark. It is clear from the second sentence of Article 9(3) of Regulation No 40/94 that
reasonable compensation may, in certain circumstances, be claimed in respect of matters arising after the date
of publication of the application.

43 As to the applicant's argument in relation to OHIM's internal instructions, the Court notes that the applicant
was unable at the hearing to identify the exact document to which it was referring. Furthermore, assuming the
applicant was referring to the `Examination Guidelines' adopted by the President of OHIM (Decision EX-96-2
of 26 March 1996, OJ of OHIM 9/96, p. 1347), the Court finds that those guidelines contain no provision on
the relevant point in time for assessing a trade mark's registrability. In any event that argument cannot be
valid in this case because, as discussed above, the position adopted by OHIM is in fact consistent with a
logical and purposive interpretation of the relevant provisions of Regulation No 40/94, irrespective of whether
or not OHIM's internal instructions contain conflicting provisions.

44 It follows from the foregoing that the Board of Appeal did not err in law in rejecting the evidence
submitted by the applicant showing that the mark sought had acquired distinctive character through use after
the application was filed.
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45 The applicant appended certain documents to its application (Annexes 4 to 7), which it had not produced
in the proceedings before the Board of Appeal, and by which it seeks to show that the mark claimed had
acquired distinctive character through use. Before considering the weight of that evidence and, more
particularly, whether it relates to the period preceding the filing of the application, it is necessary to determine
whether that evidence may be taken into account by the Court.

46 In that connection, it must first of all be noted that it is clear from a combined reading of subparagraphs
(2) and (3) of Article 63 of Regulation No 40/94 that decisions of the Boards of Appeal may be annulled or
altered only where they contain a substantive or procedural irregularity. Next, it is settled case-law that the
legality of a Community measure falls to be assessed on the basis of the elements of fact and of law existing
at the time when the measure was adopted (see judgments in Case T-123/97 Salomon v Commission [1999]
ECR II-2925, paragraph 48, and Case T-126/99 Graphischer Maschinenbau v Commission [2002] ECR
II-0000, paragraph 33). The legality of a decision of the Board of Appeal cannot therefore be called into
question by pleading new facts before the Court of First Instance unless it is proved that the Board of Appeal
should have taken those facts into account of its own motion during the administrative procedure before
adopting any decision in the matter.

47 In that connection, firstly, the Court notes with regard to Article 7(3) of Regulation No 40/94 that it is
true that there is no rule stipulating that the examination by OHIM (that is, by the examiner or, if appropriate,
the Board of Appeal) must be limited to the facts relied on by the parties, contrary to what is stated at the
end of Article 74(1) of the regulation with regard to the relative grounds for refusal. None the less, if the
applicant for the mark does not plead distinctiveness acquired through use, OHIM is in practical terms unable
to take account of the fact that the mark claimed may have become distinctive. Accordingly it must be held
that, under the maxim ultra posse nemo obligatur (no one is obliged to do the impossible), and
notwithstanding the rule in the first sentence of Article 74(1) of Regulation No 40/94 whereby OHIM `shall
examine the facts of its own motion', OHIM is not bound to examine facts showing that the mark claimed has
become distinctive through use within the meaning of Article 7(3) of Regulation No 40/94 unless the applicant
has pleaded them.

48 Secondly, OHIM is required to take account of evidence establishing that the mark claimed has become
distinctive through use only if the applicant for the mark produced that evidence during the administrative
procedure before OHIM. In the light of the considerations set out in the preceding paragraph, there is no
material difference between claiming that the mark sought has become distinctive through use on the one
hand, and adducing evidence in support of such a claim on the other. Furthermore, Article 74(2) of Regulation
No 40/94 treats both those aspects alike, providing that OHIM may disregard `facts or evidence which are not
submitted in due time by the parties concerned'.

49 In those circumstances, the contested decision is not vitiated by illegality and cannot therefore be annulled
or altered under Article 63(2) and (3) of Regulation No 40/94. Accordingly the new evidence produced by the
applicant for the first time before the Court of First Instance must be disregarded without it being necessary to
consider whether it is adequate.

50 In the light of the foregoing, the second plea must also be dismissed.

51 It follows that the application must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Alcon Inc, formerly Alcon

Universal Ltd v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Invalidity proceedings - BSS - Article 51 of Regulation (EC) No 40/94 -

Absolute ground for refusal - Article 7(1)(d) of Regulation No 40/94 - Distinctive character acquired
through use - Articles 7(3) and 51(2) of Regulation No 40/94. Case T-237/01.

In Case T-237/01,

Alcon Inc, formerly Alcon Universal Ltd, established in Hünenberg (Switzerland), represented by H. Porter,
Solicitor and C. Morcom QC, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen, acting as Agent,

defendant,

the intervener before the Court of First Instance being

Dr. Robert Winzer Pharma GmbH, established in Olching (Germany), represented by S.N. Schneller, lawyer,

intervener,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) of 13 July 2001 (Case R 273/2000-1),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on 20 November 2002,

gives the following

Judgment

Costs

65 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and
the Office and the intervener have asked for costs, the applicant must be ordered to pay the costs incurred by
them.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Dismisses the application; 2. Orders the applicant to pay the costs.

© An extract from a JUSTIS database



62001A0237 European Court reports 2003 Page II-00411 2

Legal Background

1 Article 51 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides as follows:

`1. A Community trade mark shall be declared invalid on application to the Office or on the basis of a
counterclaim in infringement proceedings,

(a) where the Community trade mark has been registered in breach of the provisions of Article 5 or of Article
7;

(b) where the applicant was acting in bad faith when he filed the application for the trade mark.

2. Where the Community trade mark has been registered in breach of the provisions of Article 7(1)(b), (c) or
(d), it may nevertheless not be declared invalid if, in consequence of the use which has been made of it, it
has after registration acquired a distinctive character in relation to the goods or services for which it is
registered.

3. Where the ground for invalidity exists in respect of only some of the goods or services for which the
Community trade mark is registered, the trade mark shall be declared invalid as regards those goods or
services only.'

2 Article 7(1)(d) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which have become customary in the current language or in the bona fide and established practices
of the trade are to be refused registration.

3 Under Article 7(3) of Regulation No 40/94, paragraph 1(b), (c) and (d) is not to apply if the trade mark has
become distinctive in relation to the goods or services for which registration is requested in consequence of
the use which has been made of it.

Background to the dispute

4 On 1 April 1996 Alcon Pharmaceuticals Ltd filed an application for a Community trade mark at the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under
Regulation No 40/94.

5 The trade mark in respect of which registration was sought was the acronym `BSS'.

6 The goods in respect of which registration of the trade mark was sought are in Class 5 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:

`Ophthalmic pharmaceutical preparations; sterile solutions for ophthalmic surgery.'

7 The mark was registered on 7 August 1998 and published on 19 October 1998.

8 By a letter of 27 September 1999, Alcon Universal Ltd (hereinafter `the applicant') requested that the Office
record the transfer of the Community trade mark in question into its name in the register. On 29 November
1999 the transfer of the mark into the applicant's name was recorded in the register at the Office.

9 On 7 December 1998 the intervener filed an application for a declaration under Article 51(1) of Regulation
No 40/94 that the Community trade mark was invalid. The grounds relied on are those set out in Article 7 of
Regulation No 40/94.

10 By decision of 15 December 1999 the Cancellation Division declared the Community trade mark invalid
pursuant to Article 51(1)(a) of Regulation No 40/94, on the ground that the mark consisted of a sign which
had become customary in the current language within the meaning of Article 7(1)(d)
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of Regulation No 40/94. Furthermore the Cancellation Division took the view that the applicant had not
shown that the sign had acquired distinctive character in consequence of the use made of it within the
meaning of Article 7(3) and 51(2) of Regulation No 40/94.

11 On 15 February 2000 an appeal was brought before the Office under Article 59 of Regulation No 40/94
against the decision of the Cancellation Division.

12 The First Board of Appeal dismissed the appeal by a decision of 13 July 2001 (hereinafter `the contested
decision'), which was served on the applicant on 18 July 2001.

13 The Board of Appeal found that the decision of the Cancellation Division was well founded. It observed
that the letters BSS are used both in German and in English to designate in the current language an
ophthalmic pharmaceutical preparation. In addition, with regard to Articles 7(3) and 51(2) of Regulation No
40/94, the Board of Appeal found that the evidence adduced by the applicant did not prove that the sign had
acquired distinctive character through use.

Procedure and forms of order sought by the parties

14 By application lodged at the Registry of the Court on 18 September 2001 the applicant brought this action.
The Office lodged its response on 28 January 2002. The intervener lodged its response on 1 February 2002.
The applicant lodged a reply on 12 April 2002. The Office lodged a rejoinder on 14 June 2002. The
intervener lodged a rejoinder on 1 July 2002.

15 By letter of 19 November 2002 the applicant informed the Court of the change to its company name,
which took effect on 21 December 2001.

16 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to refuse the application for a declaration that the Community trade mark is invalid;

- make an order for costs. 17 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

18 The intervener contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

19 At the hearing the applicant withdrew its second head of claim seeking an order that the Office refuse the
application for a declaration that the Community trade mark is invalid.

Law

20 The applicant in this case raises a single plea in law, alleging infringement of Article 51(1)(a) and of
Article 51(2) of Regulation No 40/94.

Arguments of the parties

21 The applicant claims that it proved to the Cancellation Division of the Office that it was the first to adopt
BSS as a trade mark in 1959 and that it has taken steps to maintain the distinctiveness of the mark and
continues to do so.

22 In that regard the applicant submits that the Board of Appeal failed to take sufficient account of the steps
taken by it to police other parties' usage of the term BSS. The applicant argues,
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in particular, that it was involved in actions to restrain use of the signs IOCARE BSS by Ciba Vision and
PHARMACIA &amp; UPJOHN BSS by Pharmacia &amp; Upjohn. Furthermore the applicant contends that
the Board of Appeal wrongly failed to accept that any owner of a trade mark is free to use that trade mark in
combination with another mark without affecting its distinctiveness.

23 In its reply the applicant produces a number of documents, including copy excerpts from pharmaceutical
dictionaries, an updated version of its `Policing BSS' schedule adduced before the Board of Appeal on 17
April 2000, 18 declarations from medical practitioners in France, Finland, Greece, Belgium and the
Netherlands attesting to the distinctive character of the BSS mark, a schedule listing the dates on which
products bearing the BSS trade mark were first launched in the various different European countries following
their initial launch in the United States and information on the conditions for registration of its BSS word
mark in the United Kingdom and in Germany.

24 The Office contends that the Board of Appeal was right to confirm the invalidity of the BSS Community
mark on the basis of the finding by the Cancellation Division that BSS was a generic term for the goods
designated by the mark.

25 The Office contends that the Board of Appeal rightly held that, at the time when registration of the
Community trade mark was applied for, BSS was used, at least in one part of the European Union, as a
descriptive indication for `Balanced Salt Solution' and that it would therefore be impossible to distinguish the
products of one undertaking from those of other undertakings on the basis of the sign alone. According to the
Office, that is confirmed by the seven excerpts from specialist technical dictionaries and scientific publications
in German and English in the ophthalmic field, and by numerous internet sites reviewed by the Board of
Appeal in the contested decision.

26 The Office submits that the applicant's claim that it invented the terms `Balanced Salt Solution' and `BSS'
is irrelevant to the proceedings.

27 In addition, in the Office's submission, the applicant's argument that the Board of Appeal did not have
sufficient regard to the earlier national registrations of BSS or of signs containing the letters BSS is
unfounded, since, according to settled case-law of the Court of First Instance, they are not binding on the
Office and, moreover, they do not coincide with the mark at issue here.

28 The Office contends that the applicant did not demonstrate that the BSS mark had acquired distinctive
character through use either before the Cancellation Division or before the Board of Appeal.

29 Finally, in its rejoinder the Office argues that the documents submitted by the applicant in its reply for the
first time before the Court of First Instance are inadmissible under Article 48(1) of the Rules of Procedure of
the Court because they were produced late and there was no justification for their lateness.

30 The intervener submits that the documents produced by the applicant before the Office are not sufficient to
maintain the registration of the Community trade mark BSS. It claims that the acronym BSS is used by
numerous manufacturers as a generic or descriptive indication for balanced salt solution and that the applicant
has not demonstrated that it took steps to prevent the use of the acronym BSS by its competitors. In that
regard the intervener contends that the `Policing BSS' schedule produced by the applicant is irrelevant since it
mentions only one dispute relating to the trade mark yet makes no mention of the use in Germany of the
terms IOCARE BSS by Ciba Vision or PHARMACIA &amp; UPJOHN BSS by Pharmacia &amp; Upjohn.

31 The intervener claims that the applicant's own use of the acronym BSS in combination with other terms
raises the question whether such usage is capable of conferring distinctive character on just one of the sign's
components.

© An extract from a JUSTIS database



62001A0237 European Court reports 2003 Page II-00411 5

32 In its rejoinder the intervener submits several further documents with a view to demonstrating that the BSS
mark is generic and descriptive.

Findings of the Court

33 In this action the applicant is contesting a decision of the First Board of Appeal of the Office dismissing
its appeal against the decision by the Cancellation Division of the Office finding, following an application
brought by the intervener, the Community trade mark BSS registered for `Ophthalmic pharmaceutical
preparations; sterile solutions for ophthalmic surgery' to be invalid.

34 In that context it must first of all be determined whether the Board of Appeal was right in holding that the
Community mark BSS should not have been registered under Article 51(1)(a) of Regulation No 40/94 because
there was an absolute ground for refusing it and, if it was, secondly, whether the Board of Appeal was correct
in its finding that the mark had not acquired distinctive character through use within the meaning of Articles
7(3) and 51(2) of Regulation No 40/94.

35 It must be observed at the outset that the Cancellation Division's decision is based on the application to the
case in point here of Article 7(1)(d) of Regulation No 40/94, which prohibits the registration of trade marks
which consist exclusively of signs or indications which have become customary in the current language or in
the bona fide and established practices of the trade. Accordingly, the legality of the contested decision, which
confirms the decision of the Cancellation Division, must be reviewed by reference to that same legal basis.

36 The first point to be made is that there is no Community case-law on the application of that provision.
The Court of Justice has, however, been called upon to interpret Article 3(1)(d) of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), the content of which is essentially the same as Article 7(1)(d) of Regulation No 40/94 (Case
C-517/99 Merz &amp; Krell [2001] ECR I-6959).

37 According to the Court of Justice, Article 3(1)(d) of Directive 89/104 must be interpreted as precluding
registration of a trade mark only where the signs or indications of which the mark is exclusively composed
have become customary in the current language or in the bona fide and established practices of the trade to
designate the goods or services in respect of which registration of that mark is sought (Merz &amp; Krell,
paragraph 31). Accordingly, whether a mark is customary can only be assessed, firstly, by reference to the
goods or services in respect of which registration is sought, even though the provision in question does not
explicitly refer to those goods or services and, secondly, on the basis of the target public's perception of the
sign.

38 With regard to the target public, it must be observed that the question whether a sign is customary must
be assessed by taking account of the level of attention the average consumer, who is deemed to be reasonably
well informed and reasonably observant and circumspect, is likely to pay to the type of goods in question
(see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26; and Case
T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 47).

39 The Court of Justice further held that, although there is a clear overlap between the scope of Articles
3(1)(c) and 3(1)(d) of Directive 89/104, marks covered by Article 3(1)(d) are excluded from registration not
on the basis that they are descriptive, but on the basis of current usage in trade sectors covering trade in the
goods or services for which the marks are sought to be registered (Merz &amp; Krell, paragraph 35).

40 Finally the Court of Justice emphasised that signs or indications constituting a trade mark which have
become customary in the current language or in the bona fide and established practices of the trade to
designate the goods or services covered by that mark are not capable of distinguishing

© An extract from a JUSTIS database



62001A0237 European Court reports 2003 Page II-00411 6

the services of one undertaking from those of other undertakings and do not therefore fulfil the essential
function of a trade mark - unless the use which has been made of those signs or indications has enabled them
to acquire a distinctive character capable of being recognised under Article 3(3) of Directive 89/104 (Merz
&amp; Krell, paragraph 37).

41 In this case it must be observed that the mark in question had been registered for `Ophthalmic
pharmaceutical preparations; sterile solutions for ophthalmic surgery' and that the question whether BSS is
customary must accordingly be assessed in relation to those goods.

42 In view of the intended use of the goods covered by the mark in question, the targeted public comprises
medical specialists, particularly ophthalmologists and ophthalmic surgeons. Moreover, given that doctors and
pharmacists in the European Union are familiar with scientific terms in English, which is the technical
language in this area, the relevant public must be considered to be made up of ophthalmologists and
ophthalmic surgeons throughout the whole of the European Union.

43 The evidence submitted by the intervener before the Office as to the customary character of the acronym
BSS among ophthalmologic specialists indicates that BSS has become the current generic term for a balanced
salt solution. The Court finds that the chemical, medical and pharmaceutical dictionaries and the scientific
articles produced by the intervener demonstrate that the term BSS is regarded by the relevant scientific
community as a generic term.

44 Thus, it is to be observed that, as the Board of Appeal pointed out at paragraph 17 of the contested
decision, the dictionaries produced by the intervener before the Cancellation Division (Dictionary of Chemistry
and Chemical Technology by Helmut Gross, Elsevier 1989; Lexicon mediziwissenschaftlicher Abkürzungen by
Dr Rolf Heister, F.K. Schattauer Verlag 1985; Medical and Pharmaceutical Dictionary by Werner E. Bunjes,
Georg Thieme Verlag 1981; MASA Medical Acronyms, Symbols &amp; Abbreviations by Betty Hamilton and
Barbara Guidos, Neal Schuman Publishers Inc. 1984 and Abbreviations by Ralph De Sola, Elsevier 1986) and
the articles submitted to the Board of Appeal, of which it cites those published by Winterlude (1995 edition)
and the New England Eye Center (1996 edition), mention the term BSS as a generic designation for balanced
salt solution or buffered saline solution.

45 Furthermore the 1997, 1998 and 1999 editions of the Rote Liste (German medical vade-mecum) submitted
by the intervener to the Cancellation Division, and the 2000 edition submitted to the Board of Appeal, show
that companies other than the applicant market ophthalmic products under designations containing the acronym
BSS. Thus, to give an example, the 1999 edition mentions usage of the designation `IOCARE BSS' by Ciba
Vision, of the designation `PHARMACIA &amp; UPJOHN BSS' by Pharmacia &amp; Upjohn, and of the
designation `Serag Ophtal BSS' by Serag-Wiessner.

46 Accordingly the Board of Appeal properly found, at paragraph 19 of the contested decision, that the
evidence provided by the intervener before the Office was sufficient to show that, in specialist circles, the
term BSS had become customary at the time of the applicant's application for registration of the mark BSS as
a generic indication for `sterile solutions for ophthalmic surgery'. In addition, it should be noted that the
applicant did not produce to the Office any evidence that the mark BSS does not fall within the scope of the
absolute ground for refusal set out in Article 7(1)(d) of Regulation No 40/94.

47 With regard to the applicant's contention that it has demonstrated that it was the first company to adopt the
acronym BSS as a trade mark in 1959, the Court finds that this does not prove that the mark in question had
not become customary 37 years later by virtue of its use in the intervening period as a generic indication in
the ophthalmologic field.

48 A sign which was at one time capable of acting as a trade mark may, by reason of the use thereof by
third parties as a customary designation of a product, lose the capacity to perform the essential function of a
trade mark, and in particular that of identifying the origin of the goods or services,
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thus enabling the consumer who acquired them to repeat the experience, if it proves to be positive, or to
avoid it, if it proves to be negative, on the occasion of a subsequent acquisition (Case T-79/00 Rewe Zentral
v OHIM (LITE) [2002] ECR II-705, paragraph 26).

49 Second, it is necessary to determine whether the applicant proved to the Office that the BSS mark had
acquired distinctive character through use for the goods in respect of which it was registered.

50 According to the case-law of the Court of Justice, in assessing the distinctive character of a mark in
respect of which registration has been applied for, the following may, inter alia, be taken into account: the
market share held by the mark; how intensive, geographically widespread and long-standing use of the mark
has been; the amount invested by the undertaking in promoting the mark; the proportion of the relevant class
of persons who, because of the mark, identify goods as originating from a particular undertaking; and
statements from chambers of commerce and industry or other trade and professional associations. If, on the
basis of those factors, the relevant class of persons, or at least a significant proportion thereof, identifies goods
as originating from a particular undertaking because of the trade mark, it must be concluded that the
requirement for registering the mark laid down in Article 3(3) of the Directive - and by analogy that in
Article 7(3) of Regulation No 40/94 - is satisfied (Joined Cases C-108/97 and C-109/97 Windsurfing
Chiemsee [1999] ECR I-2779, paragraphs 51 and 52, and Case C-299/99 Philips [2002] ECR I-5475,
paragraphs 60 and 61).

51 The distinctive character of a mark, including where it is acquired by use, must be assessed, also, in
relation to the goods or services in respect of which registration is applied for and in the light of the
presumed perception of an average consumer of the category of goods or services in question, who is
reasonably well informed and reasonably observant and circumspect (see, to that effect, Philips, paragraphs 59
and 63).

52 With regard to the scale of use that is necessary in order to have the registration of a trade mark accepted
under Article 7(3) of Regulation No 40/94, the Court of First Instance has held that the distinctive character
acquired through the use of that trade mark must be demonstrated in the substantial part of the European
Union where it was devoid of any such character under Article 7(1)(b), (c) and (d) of that regulation (Case
T-91/99 Ford Motor v OHIM (OPTIONS) [2000] ECR II-1925, paragraph 27).

53 In this case, it was incumbent upon the applicant to demonstrate to the Office that its trade mark had
acquired distinctive character either before the date of filing of the mark on 1 April 1996 or between the date
of registration on 7 August 1998 and the application for a declaration of invalidity on 7 December 1998 in
the whole, or a substantial part, of the European Union.

54 The applicant submits that the Board of Appeal failed to have sufficient regard to the steps it has taken
and continues to take in order to preserve the distinctive character of the BSS mark. The Office and the
intervener contend that the evidence produced by the applicant before the Office is insufficient to maintain the
registration of the mark.

55 The question whether a term that is customary in the current language or in the bona fide and established
practices of the trade has acquired distinctive character through use depends in particular on whether the mark
is perceived by the target public either as a generic name for the product in question or as the distinctive sign
of a particular undertaking. Therefore, initiatives by the proprietor are to be taken into consideration in so far
as they produce objective results in terms of the perception of the sign amongst the relevant public.

56 The documents produced by the applicant before the Cancellation Division and then before the Board of
Appeal to show that the BSS mark had acquired distinctive character through use included a `Policing BSS'
schedule and agreements entered into by it with third parties showing that there
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is a programme for monitoring the use of the mark by third parties in, inter alia, the United States, Italy,
Germany and the United Kingdom. However, the effects of the programme and its results in terms of raising
awareness among the relevant public are not known.

57 The fact that the applicant took steps to ensure that the distinctiveness of the mark would be maintained is
not sufficient to prove that the mark has acquired distinctive character through use for the goods covered by
the registration, unless those measures created an awareness among the target public that BSS is a trade mark.
In that connection, the Court finds that the `Policing BSS' schedule is indicative of the applicant's resolve to
prevent competitors from using the BSS trade mark but does not show that BSS is perceived by the target
public as a trade mark, and thus does not prove that BSS was no longer a customary designation in the
ophthalmologic field.

58 Nor, finally, do the applicant's arguments based on the data relating to turnover and sums spent on
advertising, or the documents it produced before the Office, in particular the certificates of national trade mark
registrations containing the letters BSS and brochures of ALCON BSS and BSS PLUS products, establish the
distinctiveness of the BSS mark, any more than those considered above. Moreover, the applicant has not
advanced any argument in the application on the probative value of those documents.

59 As to the applicant's argument concerning a trade mark proprietor's right to use his mark in combination
with other signs without affecting its distinctiveness, this is irrelevant to consideration of the question whether
the BSS mark has acquired distinctive character. The complexity of the formula it uses to identify the
products it markets (ALCON BSS, BSS PLUS and ALCON BSS PLUS) might at most indicate that it itself
considers that the BSS mark has not acquired a sufficient degree of distinctiveness to be used without any
additional element to identify the product.

60 Accordingly, the Board of Appeal was right in considering that the applicant had failed to show that its
mark had acquired distinctive character through use within the meaning of Articles 7(3) and 51(2) of
Regulation No 40/94.

61 As regards the documents annexed to the application and the reply, and to the intervener's rejoinder, which
the Board of Appeal did not examine, regard cannot be had to those documents, submitted as they were for
the first time before the Court of First Instance, because the purpose of actions before the Court of First
Instance is to obtain review of the legality of decisions of the Boards of Appeal of the Office for the purposes
of Article 63 of Regulation No 40/94.

62 In those circumstances, since it is not the Court's function to review the facts in the light of documents
adduced for the first time before it, the documents produced by the applicant and the intervener for the first
time before the Court must be disregarded, and there is no need to assess their probative value.

63 It follows from all of the foregoing considerations that the Board of Appeal was correct in finding that the
BSS trade mark was customary in the current language or in the bona fide and established practices of the
trade, and that the applicant had failed to prove to the Office that the mark had acquired distinctive character
for the goods for which it was registered following the use which had been made of it.

64 The application must therefore be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Andreas Stihl AG &amp; Co.

KG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community
trade mark - Colours - Combination of orange and grey - Absolute ground for refusal - Distinctive

character - Article 7(1)(b) of Regulation (EC) No 40/94. Case T-234/01.

In Case T-234/01,

Andreas Stihl AG &amp; Co. KG, established in Waiblingen (Germany), represented by S. Völker and A.
Klett, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

ACTION for annulment of the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 24 July 2001 (Case R 477/2000-1) refusing registration of a
combination of the colours orange and grey as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the application lodged at the Registry of the Court of First Instance on 28 September 2001,

having regard to the response of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) lodged at the Registry of the Court of First Instance on 20 December 2001,

further to the hearing on 19 March 2003,

gives the following

Judgment

Costs

49 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay OHIM's costs, in accordance with the form of
order sought.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Background to the dispute

1 On 9 July 1996 the applicant filed an application under Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for a Community trade mark at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).

2 The trade mark in respect of which registration was sought is a combination of two colours per se,
comprising an orange rectangle corresponding to colour reference Pantone 164c above a grey rectangle
corresponding to colour reference Pantone 428u.

3 The goods in respect of which the registration was sought are in Class 7 of the Nice Agreement concerning
the International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended, and correspond to the following description:

- Class 7: `Motor saws, mechanical cutting-off machines with guide devices, mechanical cutting apparatus,
motor sensors, mechanical and hand operated hedge clippers, mechanical boring apparatus including attachment
apparatus, mechanical spraying apparatus, mechanical blowing apparatus (including apparatus which can be
switched over to provide suction), electric lawn trimmers, earth cultivators, being attachment apparatus, high
pressure cleaning apparatus and suction cleaning apparatus for household and industrial use, shearing
apparatus, debranching apparatus, parts, replacement parts and accessories for the aforesaid apparatus'.

4 By a decision of 7 April 2000, the examiner refused that application on the basis of Article 7(1)(b) of
Regulation No 40/94, on the ground that neither of the two colours constituting the trade mark whose
registration was sought was an unusual colour for the products mentioned in the list claimed and that neither
the shades of colour chosen nor the combination of the colours could confer on the trade mark the requisite
distinctive character. On 8 May 2000 the applicant filed an appeal against the examiner's decision at OHIM
under Article 59 of Regulation No 40/94.

5 By a decision of 24 July 2001 (hereinafter `the contested decision'), which was notified to the applicant on
3 August 2001, the First Board of Appeal rejected the appeal. Essentially, the Board found that the relevant
customers would not perceive the combination of colours as being, in itself, an indication of the commercial
origin of the products in question.

Forms of order sought

6 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

7 OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

8 In support of its action, the applicant relies on two pleas in law, alleging infringement of Article 7(1)(b) and
of Article 7(1)(c) of Regulation No 40/94. The Court considers it appropriate to consider the first plea in law
based on infringement of Article 7(1)(b) of that regulation.

Arguments of the parties

9 As a preliminary point, the applicant claims that colours, in the abstract, can be registered as trade marks.
With the modern conception of trade marks, the general public is more and more
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confronted with uncustomary signs, such as colours or sounds used in a deliberate systematic manner, and not
for purely decorative or aesthetic purposes. Such use enables the public to connect a colour or a combination
of colours to the products of an undertaking. Colours immediately attract the public's attention from a
distance as a lure towards the undertaking's range of products, whereas other customary signs, such as word
marks, enable the final identification of the product. The applicant adds, in that regard, that the consumer is
able to perceive different shades of colours.

10 In addition, the applicant asserts that there is a real practical and economic need to protect such signs,
which involve heavy investment. Protection only in the form of a given graphic representation (circle, square,
rectangle, etc.) is insufficient since the colours can assume various dimensions on the product itself and its
packaging, and in advertising.

11 In this case, the applicant submits, referring to its catalogue of products as evidence, that, in actual fact,
the combination of colours for which registration was sought is made up of shades of colours, namely orange
(Pantone 164c) and grey (Pantone 428u), distributed in accordance with a definite pattern, the upper part of
the casing being orange and the lower part light grey.

12 It acknowledges that the distribution of the colours, just like the area covered by each of them, may vary
from one product to another according to the nature and function of the products.

13 Notwithstanding such possible differences, the applicant maintains that the generalised use of the
combination creates an identifiable homogenous visual impression for its range of products. Such systematic
use, for which there are in-house instructions to the designers, does not therefore have a purely decorative
role, but also enables the products to be identified.

14 The applicant cites recent case-law, particularly of the German Bundesgerichtshof (Federal Court of
Justice), recognising the ability of colours and (abstract) combinations of colours, except in special
circumstances, to distinguish products or services.

15 With regard to the ground of the contested decision stating that the combination is not unusual, the
applicant claims that satisfaction of such a test cannot be required. Indeed, according to it, if an undertaking
has already used a combination of colours successfully for a certain time, it thereby loses its unusual
character; it is the same if the undertaking uses the trade mark after its registration and immediately enjoys a
certain success.

16 In relation to the colour grey, the applicant submits that the colour claimed is a light grey, clearly different
from the colour of the metallic parts of the designated products; it asserts that it is not important to know
whether plastic is grey or not, because the consumer comes across plastic only in its coloured state and
because it is readily apparent from the catalogue that the shade in issue does not create the impression that
the parts so coloured are originally made of plastic.

17 In relation to the colour orange, the applicant submits that it is not necessary to require an element of
fantasy and that the fact that such colour is a basic or primary colour is irrelevant to its distinctive character.

18 The applicant submits also that the unusual character of the combination is not relevant in determining the
distinctive character of a combination of colours and that protection given to the specific combination of
Pantone 428u and Pantone 164c does not preclude the possibility of other operators using other colours or
combinations of colours, including those in neighbouring chromatic ranges. Further, impediments to
competitors can be avoided by restricting the protection conferred by the trade mark to one colour or to a
combination of specific colours.

19 For its part, OHIM admits that the frequent, systematic and targeted use of certain colours is intended to
arouse, in the public mind, an association of those colours with the products or services of an undertaking.
That explains why the capacity of colours to perform the function
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of a trade mark results, in general, from distinctive character acquired by use.

20 OHIM admits also, as has already been accepted by the Boards of Appeal (see, to that effect, Case R
7/97-3, orange), that a colour may, as such, be capable of protection as a Community trade mark.

21 However, OHIM considers that, in order to avoid an absolute ground for refusal, the distinctive character
of a given sign must exist prior to any use of the mark and before the commercial circles concerned are
informed of, or get accustomed to, it. A sign composed of usual shapes or colours which the public will
perceive solely as decoration or as advertising material lacking any information as to the origin of the product
does not fulfil such function.

22 With regard to the reference to the case-law of the Bundesgerichtshof, OHIM states that that court has
referred to Case R 7/97-3, orange, cited above, which, in essence, allows acceptance of the distinctive
character of a combination of colours only if findings of fact reveal a relationship between the combination
and the products in question.

23 With regard to the argument that the human eye is capable of perceiving numerous shades of colour,
OHIM observes that, according to the Court's case-law, account should be taken of the fact that the average
consumer only rarely has the chance to make a direct comparison between the different marks but must place
his trust in the imperfect picture of them that he has kept in his mind.

24 In that regard, OHIM submits that the colours retained by the human memory are limited to certain
imaginary or standard colours. According to OHIM, while the consumer may be able to distinguish light
orange from dark orange linguistically, he cannot however, from memory, distinguish them on the Pantone
scale. That indeed explains the interest of such a tool in order to compensate for the lack of objective memory
of colours.

25 In relation to the assessment of the combination as a whole, OHIM maintains that the shades of colours
claimed are ordinary, that grey is achromatic and intrinsically unsuitable to attract the attention of the public,
since it is also the natural colour of numerous metals and alloys before they are coloured, and that the shade
of orange combined with the shade of grey is very widespread, in particular, in the tools sector for the
purposes of drawing attention to the danger of certain parts.

Findings of the Court

26 It must be observed, as a preliminary point, that colours or colour combinations per se are capable of
constituting Community trade marks in so far as they are capable of distinguishing the goods or services of
one undertaking from those of another (Case T-316/00 Viking-Umwelttechnik v OHIM (Juxtaposition of green
and grey) [2002] ECR II-3715, paragraph 23).

27 The fact that signs of a particular category may in principle constitute a trade mark does not however
mean that all signs in that category necessarily possess distinctive character for the purposes of Article 7(1)(b)
of Regulation No 40/94 for a particular product or service.

28 Trade marks that are devoid of any distinctive character under Article 7(1)(b) of Regulation No 40/94 are
regarded as incapable of performing the essential function of a trade mark, namely the identification of the
origin of the goods or service and, as the Court of First Instance has already held, thus enabling the relevant
public who acquired them to repeat the experience if it proves to be positive, or to avoid it if it proves to be
negative, on the occasion of a subsequent acquisition of the goods and services in question (Case T-79/00
Rewe-Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 26).

29 It must also be observed that Article 7(1)(b) of Regulation No 40/94 does not differentiate according to
types of signs. However, the perception of the relevant section of the public is
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not necessarily the same in the case of a sign composed of a colour or colour combination per se and in that
of a word or figurative mark composed of a sign that bears no relation to the appearance of the goods that it
identifies. While the public is accustomed to perceiving word or figurative marks as instantly identifying the
commercial origin of the goods, the same is not necessarily true where the sign forms part of the look of the
goods in respect of which registration of the sign is sought (judgment in Juxtaposition of green and grey,
cited above, paragraph 27).

30 That being said, a sign's distinctiveness can only be assessed, firstly, by reference to the goods or services
in respect of which registration is sought and, secondly, on the basis of the perception of that sign by the
relevant public.

31 In this case, the Court points out, first, that the list of products concerned, namely mechanical equipment,
includes tools intended principally for commercial use, such as high-pressure cleaning equipment for industrial
use, as well as machines intended for the end consumer, such as hand operated hedge clippers. Therefore, it is
appropriate to take as the relevant public consumers in general, as the Board of Appeal correctly decided at
paragraph 18 of the contested decision. Consequently, in any assessment of the distinctive character of the
mark for which registration is sought, account must be taken of the presumed expectations of an average
consumer who is reasonably well-informed and reasonably observant and circumspect. However, account
should be taken of the fact that the average consumer must place his trust in the imperfect picture of it that
he has kept in his mind. It should also be borne in mind that the average consumer's level of attention is
likely to vary according to the category of goods or services in question (see, by analogy, Case C-342/97
Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26).

32 Secondly, regarding the assessment of the distinctive character of the mark for which registration is sought,
it is necessary, in the case of a complex trade mark, to consider it as a whole. However, that does not
preclude prior examination of each of the trade mark's individual features (see, to that effect, Juxtaposition of
green and grey, cited above, paragraphs 29 to 31).

33 With regard to the colour orange, as OHIM correctly contends, that element could serve to draw attention
to the dangerous parts of tools, which does not confer on it, from the outset, the function of indicating the
commercial origin of the products in question. Also, the specified shade, that is orange Pantone 164c, does
not present a difference perceptible by the relevant public in relation to colours commonly used or capable of
being used for the designated goods, particularly since, as was pointed out in paragraph 31 above, it retains an
imperfect picture of it.

34 With regard to the colour grey, the Board of Appeal held, at paragraph 15 of the contested decision, that
that colour is associated with the materials, metallic or plastic, of which the goods in issue are comprised. In
that regard, even when the consumer can distinguish, by a more detailed examination, the grey of the base
material from that resulting from intentional colouring, the colour grey will be perceived, also in its grey
shade Pantone 428u, above all, as the result of a manufacturing process or as simply a coloured casing.

35 As for the perception of the sign as a whole, the Court points out that the sign is composed of the simple
combination of a shade of orange and a shade of grey, as shown in the application for registration. In that
regard, the Board of Appeal emphasised, correctly, at paragraph 17 of the contested decision, the absence of a
definite separation of the colours in the sign claimed.

36 On that point, it must be observed that the sign considered as a whole is abstract and imprecise in relation
to the goods in question and does not show any systematic arrangement or definite separation of the said
colours. Therefore, the overall impression resulting from the combination of the colours in relation to the
goods in question is simply colouring of items of casing rather than a systematic arrangement enabling,
beyond a purely aesthetic function, the creation of a sign indicating the
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commercial origin of the goods (see, to that effect, Juxtaposition of green and grey, cited above, paragraph
33).

37 Furthermore, that combination of colours will not be perceived and recognised as a sign, because
displaying the colours on the products in question in an unsystematic way may mean that there will be a
variety of different formats, which will not enable consumers to take in and commit to memory a particular
combination on which they could draw to make a repeat purchase directly and with certainty (see, to that
effect, Juxtaposition of green and grey, paragraph 34).

38 That assessment cannot be brought into question by the applicant's argument that the distribution of the
colours on the goods follows a precise format, namely orange for the upper part and grey for the lower part
in accordance with the in-house instructions to the designers. Indeed, in order to be noticed on the designated
goods, and as represented on the registration application, that colour distribution scheme should always involve
orange colouring of the upper part and grey colouring of the lower. But, even if regard is had only to the
colouring of the casing parts and the possible difference in the proportions between the two colours is taken
into account, the fact remains that the variety and irregularity of the shapes and sizes of the goods in question
do not enable the colouring to reproduce, in a systematic way, the abovementioned colour distribution scheme.

39 That assessment is confirmed by inspection of the goods produced at the hearing. It is clear that the
colouring of the goods mentioned in the application - according to the colour distribution scheme relied upon,
in two more or less equal parts - is impossible or not used when the casing or body parts are not of a shape
which enables them to be coloured in accordance with that format. It is therefore impossible for the relevant
public to find on the goods a permanent sign associating the colours in a homogenous and predetermined
manner.

40 As regards the applicant's argument that the consumer consciously identifies products by means of colours
which can attract his attention from a distance in order to guide him towards the range of products, it should
be noted that by putting forward that argument the applicant necessarily acknowledges that a product's
commercial origin is ultimately identified on the basis of other distinguishing features, such as a word mark.

41 Furthermore, the distinctness of a sign cannot be derived solely from the `range effect' whereby it is
suggested to the consumer that several products have the same commercial origin because they are generally
presented in a get-up in the same colours. That analysis originates from a marketing concept which cannot
have any bearing on the assessment of the sign's registrability (see, to that effect, Case T-358/00
DaimlerChrysler v OHIM (TRUCKCARD) [2002] ECR II-1993, paragraph 47), because, in particular, a
product marketed in isolation does not enable the indication of its commercial origin to be perceived in the
colours, there then being no `range effect'.

42 Consequently, the relevant public will not see the combination of the colours orange and grey as a sign
indicating that goods thus coloured come from the same undertaking but will rather see it merely as an aspect
of the finish of the goods in question (see, to that effect, Juxtaposition of green and grey, paragraph 37).

43 Therefore, the trade mark whose registration is sought is devoid of distinctive character in respect of the
categories of goods and services referred to.

44 That conclusion cannot be gainsaid by the applicant's arguments that the test based on the unusual nature
of the chromatic combination is inoperative on the ground that if an undertaking has been using that
combination for a long time it ceases to be unusual. Indeed, the unusual character of a colour or of a
combination of colours, as a test for the assessment, in particular, of the distinctness of a chromatic sign,
seeks to evaluate the aptitude of such colour or of such combination of colours to distinguish, in the eyes of
the relevant public, the products or the services in question
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from those of another commercial source. Moreover, in the same way as any other sign, a colour or a
combination of colours which, in itself, does not, at the outset, have a distinctive character within the meaning
of Article 7(1)(b) of Regulation No 40/94 may acquire it in relation to the products and the services claimed,
as a result of its use in compliance with paragraph 3 of that article (see, by analogy, Joined Cases C-108/97
and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 47). Thus, the use which an undertaking
which has applied for the registration of a trade mark makes of the colour or the combination of colours
making up the mark, far from being a factor which excludes its distinctive character, may, in certain
circumstances, particularly after a process of familiarisation of the relevant public, enable the chromatic sign in
question to acquire the distinctness of which it was originally devoid.

45 With regard to the German case-law cited by the applicant, it must be observed that the Community trade
mark regime is an autonomous system (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR
II-3829, paragraph 47). In addition, it must be pointed out that in the decisions put forward by the applicant,
the Bundesgerichtshof confined itself to recognising the possible distinctness of the colours in the light of the
actual facts of each case.

46 Therefore, the plea alleging infringement of Article 7(1)(b) of Regulation No 40/94 must be rejected.

47 It is unnecessary to consider the plea alleging infringement of Article 7(1)(c) of Regulation No 40/94. In
accordance with consistent case-law, it is sufficient that one of the absolute grounds of refusal applies for the
sign to be ineligible for registration as a Community trade mark (Case T-163/98 Procter &amp; Gamble v
OHIM (BABY-DRY) [1999] ECR II-2383, paragraph 29, and Case T-19/99 DKV v OHIM (COMPANYLINE)
[2000] ECR II-1, paragraph 30).

48 Consequently, the action must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Durferrit GmbH v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition procedure - Earlier word mark TUFFTRIDE - Application for Community word mark

NUTRIDE - Likelihood of confusion - Likelihood of association - Trade marks which are contrary to
public policy or to accepted principles of morality - Article 7(1)(f) and Article 8(1)(b) of Council

Regulation (EC) No 40/94. Case T-224/01.

In Case T-224/01,

Durferrit GmbH, established in Mannheim (Germany), represented by P. Koch Moreno, lawyer, with an
address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and O. Waelbroeck, acting as Agents,

defendant,

intervener

Kolene Corporation, established in Detroit, Michigan (USA), represented by C. Gielen, lawyer,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 6 July 2001 (Case R 864/1999-1), relating to opposition
proceedings between Durferrit GmbH and Kolene Corporation,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 27 November 2002

gives the following

Judgment

Costs

79 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, having regard to the form of order sought by OHIM and the intervener, be ordered to pay their costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Legal background

1 Articles 7, 8, 38 and 41 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community
trade mark (OJ 1994 L 11, p. 1), as amended, provides as follows:

`Article 7

Absolute grounds for refusal

1. The following shall not be registered:

...

(f) trade marks which are contrary to public policy or to accepted principles of morality;

...

Article 8

Relative grounds for refusal

1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. For the purposes of paragraph 1, "Earlier trade marks" means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark... :

...

(ii) trade marks registered in a Member State...

...

Article 38

Examination as to absolute grounds for refusal

1. Where, under Article 7, a trade mark is ineligible for registration in respect of some or all of the goods or
services covered by the Community trade mark application, the application shall be refused as regards those
goods or services.

...

Article 41
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Observations by third parties

1. Following the publication of the Community trade mark application, any natural or legal person and any
group or body... may submit to the Office written observations, explaining on which grounds under Article 7,
in particular, the trade mark shall not be registered ex officio. They shall not be parties to the proceedings
before the Office.

...'

Facts

2 On 1 April 1996, Kolene Corporation (`the intervener') filed an application for a Community trade mark
pursuant to Regulation No 40/94 at the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (`OHIM').

3 The trade mark in respect of which registration was sought was the word mark `NU-TRIDE'.

4 Registration was sought for goods and services in Classes 1 and 40 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and corresponding, for each of those classes, to the following descriptions:

- Class 1: `Chemical products for use in the treatment of metals';

- Class 40: `Metal treatment'.

5 On 11 August 1997, the trade mark application was published in the Community Trade Marks Bulletin.

6 On 6 November 1997, the applicant, acting under its previous name, Degussa Aktiengesellschaft, filed a
notice of opposition pursuant to Article 42(1) of Regulation No 40/94. The opposition was based on the
existence of a mark held by the applicant and registered in Germany on 17 August 1962. That mark (`the
earlier mark') consisted of the word mark `TUFFTRIDE', registered for products within Classes 1, 7 and 11 of
the Nice Agreement and corresponding to the following description:

`Inorganic salts, particularly alkali cyanide and alkali cyanate for metal treatment, salt bath furnaces together
with accessories, namely pyrometers for the measurement of the temperature of the nitriding bath, exhaust
hoods and fans for the elimination of exhaust gases, air intakes and compressors for the ventilation of the
baths, equipments to remove the sediments deposited in the baths, all of these devices intended for the
nitriding treatment of steel and steel parts.'

7 In support of the opposition, the applicant relied on the relative grounds for refusal referred to in Article
8(1)(a) and (b) of Regulation No 40/94.

8 On 19 May 1998, the intervener limited the list of goods and services in the trade mark application to the
following goods and services:

- Class 1: `chemicals, none consisting of or containing cyanide, all for use in the treatment of metals';

- Class 40: `metal treatment, not involving the use or application of cyanide'.

9 By a decision of 15 October 1999 the Opposition Division rejected the opposition on the grounds that the
marks were not identical and that there was no likelihood of confusion between them in the relevant territory
of the Community, namely Germany.

10 On 13 December 1999, the applicant lodged an appeal with OHIM pursuant to Article 59 of Regulation
No 40/94 seeking annulment of the decision of the Opposition Division.

11 By a decision of 6 July 2001 (`the contested decision'), which was served on the applicant on
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23 July 2001, the First Board of Appeal of OHIM dismissed the appeal. The Board of Appeal essentially
considered that, based on a visual, phonetic and conceptual comparison, the marks in question were not
sufficiently similar for there to be a likelihood of confusion between them in the relevant territory of the
Community, namely Germany (paragraphs 16 to 19 of the contested decision). The Board of Appeal also
found that was no likelihood of confusion in the form of a likelihood of association of the marks in question,
since the mark claimed was not built on the earlier mark and there were no obvious links between the two
(paragraph 20 of the contested decision). Lastly, the Board of Appeal found that this conclusion would not be
affected even if it was established that the earlier mark enjoyed great renown (paragraph 21 of the contested
decision).

Procedure and forms of order sought

12 By an application drafted in English and lodged at the Registry of the Court on 24 September 2001, the
applicant brought this action.

13 The intervener did not object to English becoming the language of the case by the deadline set for that
purpose by the Registrar of the Court.

14 OHIM lodged its defence at the Registry of the Court on 18 February 2002. The intervener lodged its
statement at the Registry of the Court on 31 January 2002.

15 The applicant claims that the Court should:

- annul the contested decision;

- annul the decision of the Opposition Division;

- declare that the mark claimed and the earlier mark are incompatible;

- refuse registration of the mark claimed;

- order the intervener to pay the costs.

16 OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

17 The intervener contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs, including the costs incurred by the intervener.

18 At the hearing, the applicant withdrew its second, third and fourth heads of claim, which was formally
recorded by the Court of First Instance in the minutes of the hearing.

Law

19 In support of its action, the applicant puts forward two pleas in law, the first alleging infringement of
Article 8(1)(b) of Regulation No 40/94 and the second infringement of Article 7(1)(f) thereof.

The first plea: infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

20 The applicant maintains that there is a likelihood of confusion between the mark claimed and the earlier
mark.

21 The applicant argues that the two marks cover the same goods and that the relevant public is limited and
highly specialised. That public is, moreover, aware of the commercial links which existed
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for many years between itself and the intervener.

22 According to the applicant, the two marks are similar, both phonetically and visually. It points out that the
comparison of the two marks must be based on the overall impression they convey. It maintains that the
Board of Appeal was wrong to `dissect' them. The applicant asserts that, contrary to the findings of the
Opposition Division, the suffix `-tride' is not descriptive in relation to the goods and services in question here.
This should be taken into account for the purposes of comparing the two marks.

23 The applicant adds that there is a likelihood of association between the two marks, because the relevant
public will be led to perceive the mark claimed as a variant of the earlier mark and hence to think that the
two marks have the same trade origin.

24 In addition, the applicant argues that it is one of the primary companies in the chemicals sector and that
the sign `TUFFTRIDE', being registered in many countries, is a well-known, even famous, mark. According to
the applicant, the mark should, then, be given greater protection. Using the mark claimed would enable the
intervener to profit from the commercial efforts of the applicant.

25 Lastly, the applicant asks the Court of First Instance to order certain measures of inquiry in order to
establish, first, the existence, nature, duration and scope of the commercial links which existed for many years
between itself and the intervener, and, second, that the suffix `-tride' is not generic in nature in the chemicals
sector.

26 OHIM contends that there are considerable differences between the two marks. To begin with, visually, the
mark claimed, NU-TRIDE, is perceived as a conjunction of two elements, whilst the earlier mark TUFFTRIDE
is less easy to split. Next, phonetically, the first syllables of the two marks are pronounced quite differently,
both in English and in German. Lastly, the two marks have nothing in common conceptually, since the `NU'
part might suggest novelty or improvement, whilst `TUFF' (or `TUFFT') might suggest durability. As regards
the element `TRIDE', OHIM takes the view that it refers to the nitriding process and is merely marginally
distinctive in relation to the goods and services in question. Consequently, the fact that it is part of both
marks is not liable to give rise to a likelihood of confusion between them.

27 Given those considerable differences between the two opposing marks, OHIM maintains that the Board of
Appeal did not err in law in holding that there is no likelihood of confusion between them. OHIM points out
that this finding would not be affected even if some of the goods covered by the two marks were to be
regarded as being identical, the relevant public being highly specialised in the nitriding of metals using
chemical products.

28 OHIM also submits that the Board of Appeal was right to find that it had not been established that the
earlier mark enjoyed great renown and so not to have regard to that factor. The only evidence adduced by the
applicant in this connection during the administrative procedure, namely a list of the countries where the mark
TUFFTRIDE is registered as a trade mark, is insufficient. It follows from Case C-375/97 General Motors
Corporation v Commission [1999] ECR I-5421 that a mark cannot be regarded as well known unless it is
recognised by a significant part of the public concerned.

29 In addition, OHIM maintains that, in the present case, there is no likelihood of confusion in the form of a
likelihood of association between the two marks, since the mark claimed was not built on the earlier mark and
there are no obvious links between the two.

30 Regarding the commercial links which did exist previously between the applicant and the intervener, OHIM
acknowledges that such links may, in principle, constitute a factor which must be taken into account in the
overall assessment of the likelihood of confusion, as long as the relevant public is aware of them. However,
OHIM takes the view that it has not been established in the present
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cast that this was so.

31 Regarding the applicant's request that the Court order certain measures of inquiry, OHIM takes the view
that all the relevant evidence for the purposes of assessing the likelihood of confusion must be submitted
before the Opposition Division and may not therefore be submitted for the first time before the Court of First
Instance.

32 The intervener submits that the goods designated by each of the two marks in question here are
significantly different from each other. The earlier mark is registered for `inorganic salts, particularly alkali
cyanide and alkali cyanate'. By contrast, the list of goods covered by the mark claimed specifically excludes
cyanide, which is a highly toxic product. The intervener adds that even though the end result of using the
products covered by each of the two marks may be the same, namely metal nitriding, the relevant public is
more interested in the nitriding process, which is different for those products. The intervener states that the
relevant public is one specialised in chemical products used for nitriding.

33 As regards the comparison of the marks, the intervener takes the view that they are not visually,
phonetically or conceptually similar. It observes that, under the case-law of the Court (Case C-251/95 SABEL
[1997] ECR I-6191), the overall assessment of the likelihood of confusion must be based on the overall
impression conveyed by the opposing marks, bearing in mind their distinctive and dominant components. In
this case, the suffix `-TRIDE' is descriptive of the goods and services in issue and could not be considered to
be a distinctive component of either mark. Furthermore, the intervener argues that the relevant public is
inclined to attach more importance to the first component of a compound word mark. Lastly, the first syllables
of the marks in issue here are completely distinguishable from each other, both phonetically and in terms of
the number and type of letters used.

34 As regards the commercial links that existed between the applicant and the intervener in the past, the
intervener affirms that the relevant public is highly specialised and will be aware that those links have been
terminated. The intervener adds that those links never extended to the European market and therefore do not
affect the assessment of the likelihood of confusion on that market.

35 Lastly, in response to the applicant's argument that the earlier mark is well known, the intervener maintains
that this is unsubstantiated. The intervener argues that the earlier mark is used only in a very specialised niche
market and has no particular reputation. The intervener denies having taken advantage of the commercial
efforts of the applicant.

Findings of the Court

36 It should be recalled, as a preliminary point, that Article 8(1)(b) of Regulation No 40/94 provides that,
upon opposition by the proprietor of an earlier trade mark, the trade mark applied for is not to be registered
where, because of its identity with or similarity to an earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the public
in the territory in which the earlier trade mark is protected. The likelihood of confusion includes the
likelihood of association with the earlier trade mark. Moreover, under Article 8(2)(a)(ii) of Regulation No
40/94, earlier trade marks are to be understood to mean marks registered in a Member State applications for
which were filed on a date prior to the date of application for the Community trade mark.

37 In the present case, the earlier trade mark is registered in Germany. Thus, in order to establish the possible
existence of a likelihood of confusion between the opposing marks, it is necessary to take account of the point
of view of the relevant public in Germany. In their written pleadings and at the hearing, all the parties
affirmed that that public comprises a limited number of highly-specialised undertakings in the industrial
chemical sector and, in particular, in the process of nitriding.
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In those circumstances, and having regard to the nature of the goods and services covered by the two trade
marks, it is appropriate to consider that the relevant public is composed of a limited number of highly
specialised operators in the treatment of metals through chemical processes (see paragraph 19 of the contested
decision).

38 Second, it should be noted that, according to the Court's case-law on the interpretation of Article 4(1)(b) of
First Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States
relating to trade marks (OJ 1989 L 40, p. 1), the normative content of which is essentially similar to that of
Article 8(1)(b) of Regulation No 40/94, it is necessary, for the purposes of application of that provision, to
adduce evidence of similarity between the goods or services covered (Case C-39/97 Canon [1998] ECR
I-5507, paragraph 22).

39 According to that same case-law, in assessing the similarity of the goods or services concerned, all the
relevant factors of the case relating to those goods or services themselves should be taken into account,
including, in particular, their nature, their end users and their method of use and whether they are in
competition with each other or are complementary (Canon, paragraph 23).

40 In the present case, it is apparent from the contested decision and the decision of the Opposition Division
to which it refers (see paragraphs 16 and 18 of the contested decision) that the Board of Appeal considered,
albeit impliedly, that there is a similarity between the goods and services covered by the requested trade mark
and the goods covered by the earlier mark. That assessment is correct. First, as regards the goods covered by
each of the two trade marks, they have the same end-use, namely the nitriding of metals, and are aimed at the
same public. It is, moreover, undisputed and was confirmed by the statements of the parties at the hearing that
the goods in question are in competition with each other. Second, as regards the comparison between, on the
one hand, services called `metal treatment' as stated in the trade mark application and, on the other hand,
goods designated by the earlier mark, it should be borne in mind that those services involve the use of those
goods. Thus, there is a similarity between them.

41 This finding cannot be called in question by the intervener's argument that, unlike the goods covered by
the earlier mark, the goods designated in the trade mark application, as amended on 19 May 1998, do not
contain cyanide. In that regard, it should be recalled, as the applicant rightly stated without being contradicted
on the point by either OHIM or the intervener, that the `inorganic salts' category of goods covered by the
earlier mark also includes goods which do not consist of or comprise cyanide. In fact it is clear from the use
of the term `in particular' in those products' descriptions that cyanide is given merely as an example.
Accordingly, the intervener's argument is based on an erroneous premiss and must be rejected as irrelevant for
the purposes of comparing the goods and services in question here (see, by analogy, Case T-106/00
Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 45).

42 Third, it should be recalled that, under the case-law, the likelihood of confusion is constituted by the risk
that the public might believe that the goods or services in question come from the same undertaking or, as the
case may be, from economically-linked undertakings (Canon, paragraph 29; and Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 17). According to that same case-law, the likelihood of
confusion on the part of the public must be assessed globally, taking into account all factors relevant to the
circumstances of the case (SABEL, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph
18; and Case C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40).

43 That assessment implies some interdependence between the factors taken into account, in particular
similarity between the trade marks and between the goods or services. Accordingly, a lesser degree of
similarity between the goods or services may be offset by a greater degree of similarity between the marks,
and vice versa (Canon, paragraph 17; Lloyd Schuhfabrik Meyer, paragraph 19; and Marca
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Mode, paragraph 40). The interdependence of those factors is expressly mentioned in the seventh recital to
Regulation No 40/94, according to which the concept of similarity is to be interpreted in relation to the
likelihood of confusion, the appreciation of which depends on the recognition of the trade mark on the market
and the degree of similarity between the trade mark and the sign and between the goods or services identified.

44 Moreover, the global assessment of the likelihood of confusion must, as regards the visual, aural or
conceptual similarity of the marks in question, be based on the overall impression created by them, bearing in
mind, in particular, their distinctive and dominant components (SABEL, paragraph 23; and Lloyd Schuhfabrik
Meyer, paragraph 25). For the purposes of that global assessment, account should also be taken of the fact
that the average consumer's level of attention is likely to vary according to the category of goods or services
in question (Lloyd Schuhfabrik Meyer, paragraph 26).

45 It is in light of the foregoing considerations that it is necessary to examine whether the degree of visual,
aural or conceptual similarity of the marks in question is sufficiently high for there to be a finding of a
likelihood of confusion between them.

46 With regard to the first respective elements of the trade marks in question, namely the elements `TUFF'
and `NU', the Court finds, first, that they are not visually similar. To begin with, they consist of a different
number of letters. In addition, the letters used are different, except for the letter `U', which appears in second
place in each of them. Lastly, in the mark claimed, the `NU' element is separated from the suffix `TRIDE' by
a hyphen whilst in the earlier mark the `TUFF' and `TRIDE' elements are written together in a single word.

47 Second, when aural similarity is compared, the two elements in question are not phonetically similar either.
If the relevant public pronounces the two in German, the `TUFF' element will be pronounced `toof' and the
`NU' element will be pronounced `noo'. If, however, the relevant public pronounces the same syllables in
English, the `TUFF' element will be pronounced like the English word `tough' and the `NU' element like the
English word `new'.

48 Third, a conceptual comparison of the elements is irrelevant in the hypothesis that the relevant public
pronounces those two syllables in German, given that none of them have any particular significance in
German. By contrast, if the relevant public pronounces them in English, they will at the very most have
completely different meanings, since `TUFF' in English can be likened to `hard' and `durable', whilst `NU' is
easily associated with the English word `new'.

49 Next, as regards the suffix `TRIDE', which is common to the two trade marks in question, it should be
recalled that, in the contested decision, the Board of Appeal held that it should be considered to be descriptive
of the process of nitriding, for which not only the goods and services covered by the two opposing trade
marks are used but also goods and services covered by other marks (paragraphs 19 and 8 of the contested
decision). Moreover, the applicant itself acknowledged during the proceedings before the Board of Appeal that,
in the metal treatment industry, the element `TRIDE' refers to nitriding processes (paragraph 12 of the
contested decision). Thus the Board of Appeal held that the element `TRIDE' did not have any specific
distinctive character and that, consequently, it should not be given undue importance for the purposes of
comparing the two marks.

50 The Court finds, as rightly pointed out by OHIM and the intervener, that the suffix `TRIDE' is not - or at
most is but to a very limited extent - distinctive of the goods and services at issue in the present case. It
relates to the method of nitriding and thus covers the end-use of those goods and services. Moreover, the file
from the administrative proceedings before the Board of Appeal shows that the same suffix is commonly used
in trade to designate goods and services used in the nitriding process, a fact confirmed by the registration of
other marks containing the
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suffix, such as VITRIDE, SULFTRIDE, CHLOTRIDE, STRIDE, and BALTRIDE, which are registered as
national marks in several Member States. The fact that only one of those marks, namely VITRIDE, is
registered in Germany does not cast doubt on that consideration, since the relevant public, being highly
specialised in a market which is equally specialised, is likely to be aware of marks existing in other markets
within the Community.

51 In those circumstances, it is not appropriate to grant the applicant's request to order an expert assessment
by way of measure of inquiry to demonstrate that the suffix `TRIDE' does not relate to the end-use of the
goods and services in question.

52 In light of all the foregoing considerations, it must be concluded that the degree of similarity between the
marks in question is not sufficiently high for a finding that there is a likelihood of confusion between them.
That conclusion is corroborated by the fact that the relevant public is highly specialised in the sector of the
goods and services in question and, accordingly, is likely to take great care in the selection of those good and
services.

53 This conclusion cannot be called in question by the other arguments submitted by the applicant.

54 First, as regards the argument that the earlier mark allegedly has a reputation or is well known, the
applicant stated at the hearing that it meant to refer only to the reputation of that mark.

55 It is important to note that the concept of a `trade mark' with a `reputation' is found in a different
provision, namely Article 8(5) of Regulation No 40/94. That provision confers greater protection on marks
belonging to that category in that an opposition procedure may be validly based on such a mark without its
being necessary to demonstrate either a similarity between the goods or services concerned or the existence of
a likelihood of confusion. However, it cannot but be stated that the applicant did not plead that provision,
either during the administrative proceedings before OHIM or in its application.

56 None the less, it should be recalled that the Court held in paragraph 24 of Canon that the distinctive
character of the earlier trade mark, and in particular its reputation, must be taken into account when
determining whether there is a likelihood of confusion.

57 In the present case, in order to underpin its argument that the earlier mark has a reputation, the applicant
merely referred in its application to the fact that the word mark TUFFTRIDE has been registered as a national
mark in several countries.

58 However, that fact is insufficient in itself to demonstrate that the earlier mark has a reputation in the
relevant territory within the Community, namely Germany. It follows from the case-law of the Court that a
mark may be considered to have a reputation in the relevant territory only if the earlier mark is known by a
significant part of the public concerned (General Motors, paragraphs 20 to 31). No evidence to this effect has
been adduced by the applicant in the present case.

59 It follows that the applicant's argument based on the alleged reputation of the earlier mark must be
rejected.

60 Second, as regards the applicant's argument concerning the likelihood of association, it should be noted
that, under the Court's case-law, that likelihood constitutes a specific case of the likelihood of confusion
(SABEL, paragraphs 18 and 26; and Marca Mode, paragraph 34). More specifically, the likelihood of
association arises from the fact that the two marks in question, whilst not likely to be confused directly by the
relevant public, could be perceived as being two marks belonging to the same holder. This could occur, for
example, when the two marks appear to derive from a common core element.

61 It is, however, common ground that the applicant does not use a series of marks containing the element
`TRIDE'. Moreover, even on the supposition that an element which lends itself to being
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perceived as forming the core element of a potential series of marks is sufficient to give rise to a likelihood
of association, it cannot but be noted that that could not in any event be so in the present case, since, as has
already been stated, the suffix `TRIDE' is merely descriptive.

62 A likelihood of confusion between two marks can also exist when the earlier mark is also the name of the
undertaking which holds it. In such a case, the relevant public may assume that the two marks belong to the
same holder or, at the very least, that there are organisational or economic links, such as a licensing
agreement, between the two undertakings concerned (see, on this last point, Case C-317/91 Deutsche Renault
[1993] ECR I-6227, paragraph 36 et seq.). In the present case, the earlier mark is not the name of the
applicant.

63 In addition, the commercial links which existed in the past between the applicant and the intervener are not
sufficient to establish the likelihood of confusion relied on by the applicant. Apart from the fact that those
commercial links never existed on the German market, the relevant public, which is highly specialised in the
limited market for the goods and services concerned, is in a position to be aware of the cessation of those
links, a point not really contested by the applicant in reply to a question from the Court at the hearing.

64 Nor in those circumstances is it appropriate to order the measure of inquiry requested by the applicant
seeking to have one of its representatives heard on the existence, nature, duration and scope of the commercial
links which existed between the applicant and the intervener.

65 It follows from the foregoing that the applicant's line of argument based on the existence of an alleged
likelihood of confusion in the form of a likelihood of association between the marks in question must also be
rejected.

66 Accordingly, the first plea must be dismissed as unfounded.

The second plea: infringement of Article 7(1)(f) of Regulation No 40/94

Arguments of the parties

67 The applicant states that the intervener was its commercial representative in the United States and Canada
for several years. The applicant also states that, following the end of commercial links between the two
companies, the intervener has pursued a marketing strategy aimed at leading the public to believe that there
are still links between the mark claimed and the applicant's company.

68 According to the applicant, the intervener, by attempting to obtain registration of a mark which is highly
similar to the earlier mark, and with the intent to copy, has set out to appropriate for itself the applicant's
image, thereby acting in bad faith and committing an abuse of process. Accordingly, the applicant submits that
the mark claimed is contrary to public policy and accepted principles of morality within the meaning of
Article 7(1)(f) of Regulation No 40/94.

69 OHIM submits essentially that Article 7(1)(f) of Regulation No 40/94 does not provide for relative grounds
for refusal in the context of an opposition procedure, and does not cover a situation where a trade mark
applicant acts in bad faith.

70 The intervener maintains that Article 7(1)(f) of Regulation No 40/94 is not a ground of opposition within
the meaning of Article 42(1) of that regulation.

71 The intervener also takes issue with the applicant's argument that it deliberately misleads the public as to
the commercial origin of the goods and services in question. It states that the nitriding process involving the
goods and services covered by the earlier mark had been the subject of patents held by the applicant and that
the protection period for most of those patents has expired. Thus, according to the intervener, the applicant
does not have the right to prevent other companies either from marketing the goods or services covered by
that mark, or from using the suffix `-tride'
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as part of a trade mark.

Findings of the Court

72 It follows from the wording of Article 42(1), and from the structure of Article 42 and 43 of Regulation No
40/94, that the absolute grounds for refusal contained in Article 7 of that regulation do not fall to be
examined as part of the opposition procedure. The grounds on which an opposition may be based, as laid
down in Article 42(1) of Regulation No 40/94, are merely the relative grounds for refusal in Article 8 of the
regulation. Those are the terms on which OHIM is required to give a decision on the opposition under Article
43(5) of Regulation No 40/94. Moreover, the registration procedure comprises various stages. Thus, in the
examination procedure, OHIM automatically examines whether registration of the mark claimed is precluded
by an absolute ground of refusal (Article 38(1) of Regulation No 40/94). If that is not the case, the
application for trade mark registration is published in accordance with Article 38(1) and Article 40(1) of the
regulation. Then, if a notice of opposition has been filed pursuant to Article 42(1) of Regulation No 40/94
within a period of three months following the publication of the application, OHIM examines, as part of the
opposition proceedings, the relative grounds of refusal put forward by the party opposing the registration
(Article 74(1) in fine of the regulation).

73 It is certainly true that under Article 41(1) of Regulation No 40/94, third parties may submit observations
to OHIM concerning, inter alia, absolute grounds of refusal. None the less, it is not apparent from the case
file that in the present case the applicant submitted to OHIM such observations concerning Article 7(1)(f) of
the regulation. Even if it had done so, the effect of those observations would have been limited to an
examination by OHIM as to whether there were grounds to reopen the examination procedure to check
whether the absolute ground of refusal put forward precluded registration of the mark claimed. Accordingly, it
is not in the context of opposition proceedings that OHIM has to take account of observations submitted by
third parties pursuant to Article 41(1) of Regulation No 40/94. This is true even if observations by third
parties are submitted in the course of an opposition procedure. Faced with such a situation, OHIM may
suspend the opposition proceeding pursuant to Rule 20(6) of Commission Regulation (EC) No 2868/95 of 13
December 1995 implementing Council Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L
303, p. 1).

74 It should also be recalled that, pursuant to Article 58 of Regulation No 40/94, an action may be brought
before the Board of Appeal only by a party to a proceeding before OHIM. In addition, under Article 63(4) of
the regulation, an action before the Community courts is available only to parties to the proceedings before
the Board of Appeal which led to the contested decision. Under the last sentence of Article 41(1) of
Regulation No 40/94, persons submitting observations to OHIM are not parties to the proceedings before it.
Therefore, such a person may not bring proceedings before the Board of Appeal or, a fortiori, before the
Community courts to contest the legality of a decision by OHIM on the absolute ground of refusal relied on.
The same is true of a party who has filed a notice of opposition against registration of a Community trade
mark and submits observations to OHIM pursuant to Article 41(1) of Regulation No 40/94, since that party is
no different from any other third party who might submit observations. Consequently, in such a situation, the
party concerned may not, in proceedings before either the Board of Appeal or the Community courts seeking
review of the legality of the decision by OHIM on the opposition, contest the legality of that decision on the
absolute ground of refusal referred to in its observations.

75 It follows that Article 7(1)(f) of Regulation No 40/94 is not one of the provisions in relation to which the
legality of the contested decision must be appraised. Consequently, the plea alleging infringement of Article
7(1)(f) of Regulation No 40/94 must be dismissed as immaterial.

76 In any event, it should be noted that the requirement of Article 7(1)(f) of Regulation No 40/94,
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namely that the trade mark must be contrary to public policy and to accepted principles of morality, is not
met in the present case. As OHIM rightly pointed out in its defence, that provision does not cover the
situation in which the trade mark applicant acts in bad faith. An overall reading of the various subparagraphs
of Article 7(1) of Regulation No 40/94 shows that they refer to the intrinsic qualities of the mark claimed and
not to circumstances relating to the conduct of the person applying for the trade mark, such as those relied on
by the applicant in the present case.

77 Accordingly, the second plea must also be dismissed as unfounded.

78 It follows from all the foregoing that the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Unilever NV v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Threedimensional mark - Shape of a product for dishwashers - Ovoid tablet - Absolute ground for

refusal - Article 7(1)(b) of Regulation (EC) No 40/94. Case T-194/01.

In Case T-194/01,

Unilever NV, established in Rotterdam (Netherlands), represented by V. von Bomhard and A. Renck, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by F. Lopez
de Rego and J.F. Crespo Carrillo, acting as Agents,

defendant,

ACTION against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 22 May 2001 (Case R-1086/2000-1),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 13 November 2002,

gives the following

Judgment

Costs

73 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they were applied for in the successful party's pleadings. Since the applicant has
been unsuccessful, it must be ordered to pay the costs, as applied for by the Office.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber),

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background

1 On 9 December 1999, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (`the Office') under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p.
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1), as amended.

2 The three-dimensional mark for which registration was sought is:

Colour has not been claimed.

3 The products in respect of which registration of the mark was sought are in Class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `Detergents; preparations and
substances for laundry use; fabric conditioning preparations; bleaching preparations; cleaning, polishing,
scouring and abrasive preparations; preparations for dishwashing purposes; soaps; perfumery; essential oils;
cosmetics; cosmetic creams; hair lotions; deodorants for personal use; alum stones; polishing stones; pumice
stones; shaving stones; tripoli stones for polishing; bath salts; bleaching salts; anti-perspirants; dentifrices;
make-up preparations; make-up removing preparations; toiletries.'

4 By decision of 7 September 2000, the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the mark applied for was devoid of any distinctive character for the purposes of
Article 7(1)(b) of Regulation No 40/94.

5 On 7 November 2000, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 By decision of 22 May 2001 (`the contested decision'), notified to the applicant on 5 June 2001, the Board
of Appeal annulled the examiner's decision in so far as the examiner had refused the application in respect of
the following products: `perfumery, essential oils, cosmetic creams, hair lotions, deodorants for personal use,
anti-perspirants, dentifrices'. It dismissed the applicant's appeal as to the remainder.

7 Essentially, the Board of Appeal found that the mark applied for was devoid of any distinctive character so
far as detergent solids and related goods were concerned. The irregular ovoid shape of the mark applied for
did not differ significantly from the discoid shape which the everyday soap or detergent traditionally came in,
even though it was not strictly identical to it. The speckles on the tablet were also commonplace. Tablets,
such as the applicant's, were a fundamental packaging concept for detergents and a wide range of similar
goods. The tablet concerned had no arbitrary features capable of distinguishing it from other similar forms on
the market.

Procedure and forms of order sought

8 The applicant brought this action by application lodged at the Court Registry on 14 August 2001. The
Office submitted a response on 13 November 2001. The applicant did not apply for leave to submit a reply
pursuant to Article 135(2) of the Rules of Procedure of the Court of First Instance.

9 The Court, by way of measures of organisation of procedure, asked the parties to reply to a question. It also
asked the applicant to produce certain documents. In response to those requests, the applicant lodged a
document together with various annexes. The Court decided to take formal note of the applicant's reply to the
question and of the documents produced in compliance with the request. Thus, that reply (set out at points 1
to 13 and 35 and 36 of the document) and annex 20 thereto have been included in the file. The Court
refused, however, to register the document itself and the other annexes, which were returned to the applicant.

10 In its application, the applicant had claimed that the Court should:

- alter the contested decision so as to provide that the trade mark applied for is eligible for registration;

- in the alternative, annul the contested decision;
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- order the Office to pay the costs.

11 At the hearing, the applicant stated that it wished to restrict the list of products in respect of which
registration of the trade mark was sought so that thereafter its trade-mark application would concern solely
dishwasher preparations. In response to a question from the Court, the applicant explained that that statement
entailed its withdrawing its second plea in law alleging infringement of the obligation to state reasons as
regards certain of the products in respect of which the Board of Appeal had upheld the examiner's decision
and that it would thereafter confine itself to seeking annulment of the contested decision on the ground of
breach of Article 7(1)(b) of Regulation No 40/94. In that regard, it requested that the distinctive character of
the mark applied for should be assessed solely in relation to dishwasher preparations.

12 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

The scope of the form of order sought by the applicant

13 As regards the statements made by the applicant at the hearing, it must be borne in mind that an applicant
for a Community trade mark may, at any time, apply to the Office for the list of goods or services to be
restricted, in accordance with Article 44 of Regulation No 40/94 and Rule 13 of Commission Regulation (EC)
No 2868/95 of 13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1). It is clear from
those provisions that the list of goods or services specified in a Community trade mark application may be
restricted only in accordance with certain detailed rules. Since the application which the applicant made orally
at the hearing does not comply with those rules, it cannot be considered to be an application for amendment
within the meaning of those provisions.

14 Rather, that statement must be interpreted as meaning that the applicant has withdrawn its action in so far
as it sought annulment of the contested decision in respect of products other than dishwasher preparations.

15 Such partial withdrawal is not, as such, contrary to the prohibition in Article 135(4) of the Rules of
Procedure on changing, before the Court of First Instance, the subject-matter of the proceedings before the
Board of Appeal. By restricting its application for annulment solely to the part of the contested decision
relating to dishwasher preparations, the applicant is not asking the Court to adjudicate on claims distinct from
those heard by the Board of Appeal. Instead, the applicant, by abandoning its application for annulment of the
contested decision in so far as the latter concerns a whole series of other products falling within Class 3 of
the Nice Agreement, has focused its action on the products which formed the core of its trade-mark
application, namely a particular category of solid detergents.

16 As regards the applicant's request that the distinctive character of the mark applied for should be assessed
solely in relation to dishwasher preparations, it should none the less be pointed out that its partial withdrawal
does not affect the principle that the Court's task in these proceedings is to review the legality of the Board of
Appeal's decision. The review must be carried out in the light of the factual and legal context of the dispute
as it was brought before the Board of Appeal. It follows that a party cannot, by withdrawing its claims in
part, alter the matters of fact and law on the basis of which the legality of the Board of Appeal's decision is
examined.

17 In the light of the applicant's statements at the hearing, the Court finds that the applicant now claims (i)
that the contested decision should be annulled only in so far as it dismisses the
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appeal as to dishwasher preparations and (ii) that the Office should be ordered to pay the costs.

The legality of the contested decision

Arguments of the parties

18 Since the applicant has withdrawn its second plea in law alleging breach of the obligation to state reasons,
it relies in support of its action on a single plea in law alleging infringement of Article 7(1)(b) of Regulation
No 40/94. That plea is divided into four parts. First, the applicant submits that the Board of Appeal
interpreted Article 7(1)(b) of Regulation No 40/94 incorrectly by applying stricter requirements to
three-dimensional marks than to other marks. Second, the Board of Appeal failed to consider the relevant
market situation and the habits of consumers. Third, the Board of Appeal disregarded the fact that the mark
applied for differs sufficiently from the standard wash tablet shapes to be distinctive. Fourth, the applicant
cites the case-law in certain Member States and the practice of national trade mark offices which, in its
submission, support its proposition that wash tablet shapes that differ from the usual basic shapes may be
protected as Community trade marks.

19 Under the first part of its plea, the applicant complains that the Board of Appeal discriminated between
three-dimensional marks and traditional marks in contravention of Article 7(1)(b) of Regulation No 40/94.
Under Regulation No 40/94, the rule is that a mark is registrable whilst the exception is that a ground for
refusal exists under Article 7 of Regulation No 40/94. The Office thus has the burden of proving that there is
an absolute ground for refusal. The Board inverted the relationship between the rule and the exception and
reversed the burden of proof in relation to three-dimensional marks and to, more specifically, dishwasher
tablets. The applicant observes that a minimum of distinctive character is sufficient for registration of a trade
mark.

20 The applicant submits that the idea that consumers do not, as a general rule, perceive shapes as indicators
of a product's origin is wrong. Consumers do not think about the origin of everyday consumer products, of
which they do not even know, but focus exclusively on the distinction between the various products
themselves. Hence trade marks function not as source identifiers but rather as product identifiers. To
differentiate between the products, consumers rely on various signs, including the packaging, colour and shape
of the product, the most important of which is not the product name.

21 There is no justification for applying stricter criteria to three-dimensional trade marks on the grounds that
shapes must remain available to be used by all traders. First, this `requirement of availability' is not an
independent ground for refusal. Second, registration of three-dimensional marks is not intended to confer a
monopoly in a given product but to reserve the particular get-up of a product. Nor can stricter requirements
for three-dimensional trade marks be justified on grounds based on the protection of designs.

22 By the second part of its plea, the applicant challenges the Board of Appeal's finding that consumers do
not perceive the get-up of wash tablets as an indication of origin on the ground that the finding is based
solely on abstract considerations and not on any facts or evidence. The Board failed to consider all the
circumstances of the case, in particular the market situation, which had been drawn to its attention by the
applicant.

23 As regards the market situation, the applicant explains that manufacturers of wash tablets in Europe use the
shape and get-up of the tablets to distinguish their products from those of other traders. Consumers have
always been capable of distinguishing different wash tablets by their shapes and colours and have in fact done
so. In any event, consumers have been `trained' to do so. The effect of that `training' must not be confused
with acquired distinctiveness.
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24 The manufacturers of wash tablets know the market best. Therefore, the fact that they have chosen
different forms or colours to distinguish their solid detergent products from those of their competitors and the
fact that they go to great lengths to protect them as trade marks should be taken as evidence, or at least as a
strong indication, that consumers do notice the tablets' features and rely on them, rather than solely on product
names, for guidance in the market.

25 By the third part of its plea, the applicant challenges the Office's finding that the shape and get-up of the
tablet at issue in this case are standard. It accepts that round or rectangular wash tablets with one or two
coloured layers have become customary in the market for detergents and can therefore be considered devoid of
distinctive character.

26 The applicant points out that the shape at issue here is an irregular oval with flattened edges and large
dark speckles, which resembles a pebble. European consumers are attentive to the shape and colours of
washing tablets. The relevant public will certainly distinguish the `pebble shape' from the round or rectangular
shapes commonly used in the relevant market. The applicant draws attention to the fact that the shape is
unique on the market and that no trader has used it for the products concerned. It states that there are only
round or rectangular tablets on the market and produces examples to show that this is so. The large and
perfectly visible speckles on the tablet at issue are different from the get-up of other wash tablets on the
market, the speckles on the latter being much smaller and not discernible as such. In the applicant's
submission, the Board of Appeal should have gathered evidence in order to prove that the shape in point was
commonplace. In response to a question from the Court, the applicant stated that to date it has not itself
placed on the market a dishwasher tablet with the shape of the mark applied for and is therefore unable to
produce a three-dimensional example of the mark.

27 In the contested decision, the Board of Appeal acknowledged that the shape applied for in this instance
was an irregular oval which was not identical to the standard shape. The Board of Appeal wrongly imposed a
requirement that the mark applied for should differ significantly from commonplace shapes and should have
arbitrary features in order to be eligible for registration.

28 At the hearing, the applicant added that so far as dishwasher preparations are concerned, only the
rectangular shape is current on the market because that shape fits the compartments in the machines for which
the products are intended. It concludes that so far as dishwasher products are concerned only the rectangular
shape is devoid of distinctive character. That is not the case with the `pebble shape' at issue here. That
shape is unique and differs significantly from the usual basic shapes which have hitherto been used on the
market. In addition, even if the view is taken that this shape is similar to that of the round tablets current on
the market for products for washing machines, that does not provide grounds for a finding that it is devoid of
distinctive character so far as dishwasher products are concerned.

29 The applicant also added at the hearing that wash tablets may be presented in a limited number of shapes,
given that they are made of compressed washing powder which would be likely to crumble if the shapes
selected were too elaborate. In the case of such tablets, minor differences from the basic shapes must be
enough to give a shape distinctive character.

30 Under the fourth part of its plea, the applicant refers to case-law and practice in certain Member States and
the practice of the Office itself in order to show that the criteria applied in this instance are too strict. First,
it refers to a number of judicial decisions in Germany, the Netherlands and Italy. It concludes from that
case-law that certain national courts regard wash tablets whose features depart, even slightly, from the usual
form of such products as sufficiently distinctive for their get-up to be protected as a trade mark. It submits
that there is all the more reason for the shape at issue here to be eligible for protection.
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31 The applicant then argues that the national authorities of several Member States have registered various
wash tablet shapes without requiring them to be strikingly different from the existing standard shapes. It
submits that the shape of the tablet at issue in this instance differs far more from those standard shapes than
the marks which have been registered at national level.

32 Finally, the applicant cites the Office's practice as regards the registration of three-dimensional marks for
wash tablets. First, it refers to two applications for a trade mark which have been published, namely
applications Nos 809 830 and 924 829. It acknowledges that those applications have not given rise to
registrations but notes that the examiners apparently regarded them as having sufficient distinctive character. In
the applicant's submission, that took place, however, before the Office took the decision that in principle wash
tablets are not registrable unless they are strikingly different from normal wash tablets. The applicant then
maintains that the Office registered a certain number of wash tablet shapes. Those registrations, contrasted
with the refusal which the applicant has encountered in this case, show that there is some uncertainty at the
Office itself about the criteria applying for the registration of trade marks for wash tablets.

33 The applicant submits that it would be consistent with the aim of Regulation No 40/94 and the practice of
national authorities if the Office accepted such marks where they have a minimum degree of distinctiveness.
The mark at issue here has such minimal distinctiveness. The applicant acknowledges that such an approach
will have an effect on the scope of protection of the marks concerned. However, it submits that it is
appropriate that that scope should be determined on a case-by-case basis by the courts dealing with
infringement matters.

34 The Office's response to the first part of the plea is that the criteria applied by the Board of Appeal do not
discriminate against three-dimensional trade marks consisting of the shape of the product as opposed to other
trade marks. The Board simply applied Article 7 of Regulation No 40/94, taking account of the specific
characteristics of the products concerned and the way in which those products are marketed.

35 As regards the second part of the plea, the Office contends that the applicant underestimates the
importance of product names when the consumer makes a choice. It also criticises the applicant's market
analysis on the ground that it takes account of neither the price nor the quality of the products. In the Office's
contention, the fact that the tablets are usually depicted on the products' packaging does not mean that they
have distinctive character. The applicant's assertion that consumers are in a position to distinguish different
wash tablets by their shapes and colours and that they have been trained to do so is merely an assumption not
supported by any evidence in respect of basic or standard shapes or any obvious variations of such shapes.

36 As to the third part of the plea, the Office contends that the differences between the shape for which
registration is sought and the basic shapes of round or rectangular wash tablets are not such as to be noted by
the consumer. First, it compares the graphic representation of the trade mark applied for to that of a similar
round tablet. It observes that where the tablet at issue is depicted from six different views, four of those
depictions are identical to those of a round tablet, whilst the ovoid shape is apparent on only two of the
depictions. When wash tablets are depicted on packaging, they are usually represented in groups and/or in
perspective. In neither of those cases is it possible to discern any difference between the ovoid shape in
question and a round shape. As regards the speckles on the surface of the sign, the Office refers to the
judgments of the Court of First Instance of 19 September 2001 concerning three-dimensional marks (Case
T-335/99 Henkel v OHIM (Rectangular tablet, red and white) [2001] ECR II-2581; Case T-336/99 Henkel v
OHIM (Rectangular tablet, green and white) [2001] ECR II-2589; Case T-337/99 Henkel v OHIM (Round
tablet, red and white) [2001] ECR II-2597; Case T-117/00 Procter &amp; Gamble v OHIM (Square tablet,
pale green and white) [2001] ECR II-2723; Case T-118/00 Procter &amp;
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Gamble v OHIM (Square tablet, white and pale green with green speckles) [2001] ECR II-2731; Case
T-119/00 Procter &amp; Gamble v OHIM (Square tablet, white with yellow and blue speckles) [2001] ECR
II-2761; Case T-120/00 Procter &amp; Gamble v OHIM (Square tablet, white with blue speckles) [2001] ECR
II-2769; Case T-121/00 Procter &amp; Gamble v OHIM (Square tablet, white with blue and green speckles)
[2001] ECR II-2777; Case T-128/00 Procter &amp; Gamble v OHIM (Square tablet with inlay) [2001] ECR
II-2785; Case T-129/00 Procter &amp; Gamble v OHIM (Rectangular tablet with inlay) [2001] ECR II-2793;
hereinafter `the judgments of 19 September 2001'). According to those judgments, the fact that there are
speckles is not sufficient for a tablet's get-up to be perceived as indicative of a product's origin. The Office
asserts that the mark applied for is not capable of distinguishing the relevant products from those with a
different origin. The shape concerned is commonplace or, in any event, an obvious variation of a standard
round, square or rectangular shape.

37 Finally, as regards the fourth part of the plea, the Office argues that the approach adopted in the decisions
of the national courts, to which the applicant refers, can no longer be followed in the wake of the judgments
of the Court of First Instance of 19 September 2001 (cited at paragraph 36 above). It refers to the decided
cases to the effect that registrations already made in the Member States are only a factor which may merely
be taken into consideration, without being given decisive weight, for the purposes of registering a Community
trade mark. The examples of registration submitted by the applicant show that the Office's practice has been
consistent as regards the registration of trade marks for wash tablets.

Findings of the Court

38 Under Article 7(1)(b) of Regulation No 40/94 `trade marks which are devoid of any distinctive character'
are not to be registered.

39 As is clear from the case-law, the trade marks covered by Article 7(1)(b) of Regulation No 40/94 are, in
particular, those which, from the point of view of the relevant public, are commonly used, in trade, for the
presentation of the goods or services concerned or in connection with which there exists, at the very least,
concrete evidence justifying the conclusion that they are capable of being used in that manner (Case T-323/00
SAT.1 v OHIM (SAT.2) [2002] ECR-II [2839], paragraph 37). Such signs do not enable the consumer buying
the product or service to which the mark relates to repeat the experience, if it proves to be positive, or to
avoid it, if it proves to be negative, on the occasion of a subsequent acquisition (Case T-79/00 Rewe-Zentral v
OHIM (LITE) [2002] ECR II-705, paragraph 26).

40 Therefore, a sign's distinctiveness can only be assessed, first, by reference to the goods or services in
respect of which registration is sought and, second, on the basis of the perception of that sign by the relevant
public (LITE, cited at paragraph 39 above, paragraph 27, and SAT.2, cited at paragraph 39 above, paragraph
37).

41 As regards the products to which this action relates, namely dishwasher preparations falling within Class 3
of the Nice Agreement, it is appropriate to point out that the mark applied for consists of the get-up of the
product itself.

42 The dishwasher tablets to which this action relates, like the other products within Class 3 of the Nice
Agreement which were dealt with in the original trade mark application and the contested decision, are widely
used consumer goods. The public concerned, in the case of these products, is all consumers. Therefore, in any
assessment of the distinctive character of the mark applied for, account must be taken of the presumed
expectations of an average consumer who is reasonably well informed and reasonably observant and
circumspect (see, by analogy, Case C-210/96 Gut Springenheide and Tusky [1998] ECR I-4657, paragraphs 30
to 32). It should also be observed that the way in
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which the public concerned (in this case the average consumer) perceives a trade mark is influenced by its
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26).

43 Furthermore, it is not necessary for a mark to convey exact information about the identity of the
manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members of
the public concerned to distinguish the product or service that it designates from those which have a different
trade origin and to conclude that all the products or services that it designates have been manufactured,
marketed or supplied under the control of the owner of the mark and that the owner is responsible for their
quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

44 As regards the first part of the plea alleging discrimination as between three-dimensional and other trade
marks, the Court observes that Article 7(1)(b) of Regulation No 40/94 does not distinguish between different
categories of trade marks. The criteria by reference to which the distinctive character of three-dimensional
trade marks consisting of the get-up of the product itself are assessed are therefore no different from those
applicable to other categories of trade marks (Rectangular tablet with inlay, cited at paragraph 36 above,
paragraph 50; see also, in relation to Article 2 of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), Case C-299/99
Philips [2002] ECR I-5475, paragraph 48, and, as regards Article 3(1)(b) of Directive 89/104, point 13 of
Advocate General Ruiz-Jarabo Colomer's Opinion of 24 October 2002 in Joined Cases C-53/01 to C-55/01
Linde and Others.

45 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the get-up of the product itself as it is in relation to a word mark, a figurative mark or a three-dimensional
mark not consisting of that get-up. Whilst the public is used to recognising the latter marks instantly as signs
identifying the product, this is not necessarily so where the sign is indistinguishable from the get-up of the
product itself (Rectangular tablet with inlay, cited at paragraph 36 above, paragraph 51, and Advocate General
Ruiz-Jarabo Colomer's Opinion, cited at paragraph 44 above, point 12).

46 It is apparent from the contested decision, in particular from points 14 and 15 thereof, that the Board of
Appeal's examination of the mark applied for was consistent with the foregoing considerations. It follows that
the Board of Appeal did not apply stricter criteria to three-dimensional products consisting of the shape of the
product than to other marks. Consequently, the first part of the applicant's plea is unfounded.

47 As to the second part of the plea alleging that the Board of Appeal failed to consider the relevant market
situation, it is clear from point 7 of the contested decision that the Board of Appeal took account of the
applicant's arguments about the situation on the market for detergents. It did not, however, accept the
applicant's proposition that consumers distinguish the various detergents presented in tablet form by reference
to the tablets' colours and shapes. It based that finding inter alia on the fact that manufacturers of such tablets
use conventional trade marks, which, in the Board of Appeal's view, shows that those manufacturers have
doubts as to the capacity of the products' get-up to act as an indication of their trade origin.

48 In that regard, the Court cannot accept the applicant's argument that it is for the Office to demonstrate, on
the basis of specific evidence, that consumers do not perceive the get-up of wash tablets as an indication of
origin. The case is concerned with everyday consumer goods which are usually sold in packaging bearing the
products' name and on which there are often word marks or figurative marks or other figurative features
which may include a depiction of the product. It
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may, as a general rule, be inferred from experience that the average consumer's level of attention with regard
to products marketed in this way is not high. In such circumstances, it is for the applicant for a trade mark to
show that consumers' habits on the relevant market are different and the Office cannot be required to carry
out an economic analysis of the market, let alone a consumer survey, to establish to what extent consumers
pay attention to the get-up of a particular category of products. The applicant for such a mark is much better
placed, given its thorough knowledge of the market (mentioned by the applicant itself), to provide specific and
substantiated information on the matter.

49 The applicant maintains in particular that consumers have been `trained' to distinguish various wash tablets
by reference to shape and colour. In that regard, the Court has stated in its judgments of 19 September 2001,
cited at paragraph 36 above (in particular, Rectangular tablet with inlay, paragraph 61), that the fact that
consumers may get into the habit of recognising such a product from its get-up is not enough to preclude the
ground for refusal based on Article 7(1)(b) of Regulation No 40/94, since such a development in the public's
perception of the sign, if proved, may be taken into account only for the purposes of Article 7(3) of
Regulation No 40/94. In that connection, it is appropriate to point out that the `training' referred to by the
applicant does not equate to acquired distinctiveness within the meaning of Article 7(3) of Regulation No
40/94. The applicant's arguments are not concerned with whether a specific product shape has distinctive
character but seek to persuade the Court to take account of the significance attached, in general, by the
relevant public, to the get-up of a particular category of products.

50 The mere fact that the applicant and its competitors have chosen different shapes and colours for their
detergent solids and that they seek to protect them as trade marks is not, however, a sufficient ground for
concluding that the get-up of those products is normally perceived by the relevant public as an indication of
their trade origin.

51 The applicant did not produce any specific evidence before the Board of Appeal to establish that the shape
and colours of wash tablets play an important role when the consumer makes a choice between various
products. In those circumstances, the Board of Appeal cannot be criticised for having failed to have regard to
the situation on the relevant market.

52 It should be added that the applicant has not produced any such evidence at a later stage in the
proceedings either, it not being necessary in this instance for the Court to adjudicate on whether it may take
into account, in the course of an action under Article 63 of Regulation No 40/94, matters which were not
brought to the attention of the Board of Appeal. It is true that the applicant attempted to produce to the Court
certain material relating to such evidence when it submitted, in response to measures of organisation of
procedure adopted by the Court, a pleading equivalent to a reply accompanied by certain annexes. In doing
so, it did not, however, satisfy the conditions on which, under Article 135(2) of the Rules of Procedure, a
supplementary pleading may be submitted, with the result that matters other than the responses to the
measures of organisation of procedure, which the applicant sought to bring to the Court's attention by means
of that pleading, could not, in any event, be taken into account.

53 It follows that the second part of the plea is unfounded.

54 In order to ascertain for the purposes of the third part of the plea whether the Board of Appeal disregarded
the distinctive character of the mark applied for, the overall impression produced by the get-up of the tablet
concerned must be examined (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23).
That is not incompatible with an examination of each of the individual features in turn.

55 The three-dimensional shape for which registration was sought appears, when viewed horizontally

© An extract from a JUSTIS database



62001A0194 European Court reports 2003 Page II-00383 10

or vertically from the side, to be a rectangle whose long sides are convex. In that respect, it is thus no
different from other convex tablet shapes, regardless of whether they are round or quadrangular. Viewed
straight on, the tablet concerned is an irregular oval, or ovoid, shape, whose lower surface is wider and
flattened and which bears a slight resemblance to a trapezoidal shape with very rounded corners.

56 That shape is not, as such, one of the basic geometric shapes but it combines a number of features of
various roundish shapes and also appears to draw on certain quadrangular shapes. It is thus closely related to
certain tablet shapes commonly used for detergent products, in particular round and oval tablets and, to a
lesser extent, rectangular tablets.

57 As the Office has correctly pointed out, the differences between the shape for which registration is sought
and those other shapes are not easily perceptible. The shape applied for is a variation on the basic
commonly-used shapes and is not sufficiently different from them to enable the relevant public, on the
occasion of a subsequent acquisition, to recognise it and make a further purchase, if the experience proves to
be positive, or to avoid a further purchase, if it proves to be negative.

58 The speckles on the tablet are not such as to confer distinctive character on the mark applied for. The
addition of speckles is one of the most obvious solutions where various ingredients are to be combined in a
detergent product (see, in particular, Rectangular tablet with inlay, cited at paragraph 36 above, paragraph 58).
In addition, speckles are a commonplace feature of detergent solids. The fact that the speckles on the tablet
claimed are relatively large does not have any significant bearing on the distinctive character of the mark
applied for. Powder composed of light and dark particles has a speckled appearance when it is compressed
into tablet form and variations in the size of the speckles can easily be explained by the size of the particles
making up the powder.

59 Consequently, the Board of Appeal was right in finding that the tablet's get-up was devoid of any
distinctive character.

60 That finding is not undermined by the applicant's argument that, since only rectangular tablets are
commonly used on the market for dishwasher products, any other shape has distinctive character. First, as has
been explained at paragraphs 15 and 16 above, the fact that the applicant has partially withdrawn its
application does not provide grounds for the Court go beyond a review of the legality of the contested
decision by examining the distinctive character of the mark applied for on the basis of facts other than those
of which the Board of Appeal was seised.

61 Further, even if it is assumed that the Board of Appeal should have carried out a separate examination of
the distinctive character of the mark applied for as regards dishwasher products and assuming that it were
established that only rectangular shapes are currently used for those products, the finding that the get-up of
the tablet claimed is devoid of distinctive character would remain valid. Other basic geometric shapes, such as
round, oval, square or cylindrical tablets, and variations thereon, may become commonly used, too, for those
products, given that they are all obvious shapes once powder is compressed in order to be presented in solid
form.

62 The fact that there are round, square and oval tablets on the related market for washing machine products
constitutes specific evidence that those shapes may become commonly used, too, for dishwasher products.

63 The applicant's argument that the rectangular shape of dishwasher tablets fits the shape of the dishwasher
compartments in which the product is placed is not such that that evidence can be discounted. Oval or
cylindrical tablets and, depending on their size, round or square tablets may just as well be placed in those
compartments as rectangular tablets.

64 Nor is it possible to accept the applicant's argument that minor differences between the mark
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applied for and the basic shapes should be regarded as sufficient here for a finding of distinctive character
because, for technical reasons, the number of wash tablet shapes is limited. Even if that assertion were
proved, it is not on any view a reason for altering the criteria by reference to which distinctive character is
assessed.

65 First, there are no grounds for concluding that the relevant public's perception of the shape or get-up of a
tablet, or its attention with regard to minor differences between the shape or get-up of various tablets, is
influenced by the fact that it is technically possible or impossible to produce shapes which differ widely from
one another.

66 Second, on the assumption that it is in fact difficult for technical reasons to produce tablets whose shapes
differ significantly from one another, registering shapes which are very close to the commonly-used basic
shapes would increase the risk of granting to one operator alone, by means of trade-mark law, exclusive rights
which could hinder competition on the market for the goods concerned. The absolute grounds for refusal
specifically address the concern of the Community legislature to prevent the creation of such monopolies
(Rectangular tablet with inlay, cited at paragraph 36 above, paragraph 69). Therefore, circumstances liable to
increase that risk cannot be put forward as grounds for registering a sign which is not capable of functioning
as a trade mark, that is to say, of enabling the public concerned to distinguish the product concerned from
those having a different trade origin.

67 Consequently, the third part of the plea is unfounded.

68 As regards the arguments put forward by the applicant under the fourth part of its plea, concerning
case-law and practice in certain Member States and the practice of the Office, it should be borne in mind that
registrations already made in the Member States are only factors which may merely be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark
(Case T-122/99 Procter &amp; Gamble v OHIM (Soap bar shape) [2000] ECR II-265, paragraph 61; Case
T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33; and Round tablet, red and white,
cited at paragraph 36 above, paragraph 58). The same considerations apply in relation to the case-law of the
courts of the Member States. Furthermore, the documents produced by the applicant in support of its argument
that the practice of national trade mark offices with regard to three-dimensional marks consisting of the get-up
of tablets for washing machines and dishwashers is not uniform.

69 It should also be noted that most of the marks dealt with by the national case-law and of the registrations
referred to by the applicant have different features from the mark applied for in this case. Among the
examples mentioned by the applicant, only two marks registered in France show certain similarities with the
mark applied for, in that they are three-dimensional, consist of a variation on the basic geometric shapes and
were lodged without colour being claimed. It cannot, however, be inferred from these isolated examples that
the Board of Appeal failed to have regard to the practice of national offices.

70 Finally, as regards the practice of the Office, to which the applicant refers, it is true that factual or legal
grounds contained in a previous decision may constitute arguments supporting a plea alleging infringement of
a provision of Regulation No 40/94. Nevertheless, in the present case, the applicant has not relied on grounds
contained in those decisions which might call into question the findings of the Board of Appeal as to the
distinctive character of the trade mark applied for.

71 Consequently, the fourth part of the plea is unfounded.

72 Since the applicant's sole plea in law alleging infringement of Article 7(1)(b) of Regulation No 40/94 is
unfounded, the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003.

Jean M. Goulbourn v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - Opposition procedure - Application for Community word mark Silk Cocoon -
Earlier word mark COCOON - Proof of genuine use of earlier mark - Article 43(2) and (3) of

Regulation (EC) No 40/94 - Right to be heard.
Case T-174/01.

In Case T-174/01,

Jean M. Goulbourn, residing at Dasmarinas Village, Makati, Metro Manila (Philippines), represented by S.
Jackermeier, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

the other party before the Court being

Redcats SA, established in Roubaix (France), represented by A. Bertrand and T. Reisch, lawyers,

intervener,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 25 April 2001 in Case R 641/2000-3 relating to an opposition
procedure between Redcats SA and Jean M. Goulbourn,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 13 November 2002,

gives the following

Judgment

Costs

55 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the Office has been unsuccessful and the
applicant has asked for costs to be awarded against it, the Office must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:
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1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 25 April 2001 (Case R 641/2000-3);

2. Orders the Office to pay the costs.

Relevant provisions

1 The ninth recital in the preamble to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, states:

`[w]hereas there is no justification for protecting Community trade marks or, as against them, any trade mark
which has been registered before them, except where the trade marks are actually used'.

2 Articles 15, 43 and 73 of Regulation No 40/94 provide as follows:

`Article 15

Use of Community trade marks

1. If, within a period of five years following registration, the proprietor has not put the Community trade
mark to genuine use in the Community in connection with the goods or services in respect of which it is
registered, or if such use has been suspended during an uninterrupted period of five years, the Community
trade mark shall be subject to the sanctions provided for in this regulation, unless there are proper reasons for
non-use.

...

Article 43

Examination of opposition

...

2. If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community in connection with the goods or services in respect of which it is registered and which he cites as
justification for his opposition... In the absence of proof to this effect, the opposition shall be rejected. ...

3. Paragraph 2 shall apply to earlier national trade marks..., by substituting use in the Member State in which
the earlier national trade mark is protected for use in the Community.

...

Article 73

Statement of reasons on which decisions are based

... [Decisions of the Office] shall be based only on reasons or evidence on which the parties concerned have
had on opportunity to present their comments.'

3 The eighth recital in the preamble to First Council Directive 89/104/EEC of 21 December 1988
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to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1), as amended,
states:

`[w]hereas in order to reduce the total number of trade marks registered and protected in the Community and,
consequently, the number of conflicts which arise between them, it is essential to require that registered trade
marks must actually be used or, if not used, be subject to revocation...'.

4 Article 10 of Directive 89/104 provides:

`Article 10

Use of trade marks

1. If, within a period of five years following the date of the completion of the registration procedure, the
proprietor has not put the trade mark to genuine use in the Member State in connection with the goods or
services in respect of which it is registered, or if such use has been suspended during an uninterrupted period
of five years, the trade mark shall be subject to the sanctions provided for in this directive, unless there are
proper reasons for non-use.

...'

Background to the dispute

5 On 28 May 1977, the applicant filed an application for a Community trade mark, drafted in German, at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (`the Office') under Regulation No
40/94.

6 The trade mark in respect of which registration was sought is the sign `Silk Cocoon'.

7 The goods in respect of which registration of the trade mark was sought are in Class 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
`Clothing'.

8 On 20 July 1998, the trade mark application was published in the Community Trade Marks Bulletin.

9 On 20 October 1998, the intervener, acting under its former name `La Redoute SA', gave notice of
opposition under Article 42(1) of Regulation No 40/94. That opposition was based on the existence of a mark
registered in France on 21 February 1989 and an international mark which was registered on 16 April 1984
and protected in respect of the Benelux countries, Italy, Monaco and Switzerland. Those marks (`the earlier
marks') consist in the sign `COCOON' and designate goods which are in Class 25 of the Nice Agreement and
correspond to the following description: `Clothing including boots, shoes and slippers'. In support of its
opposition, the intervener relied on the relative ground for refusal under Article 8(1)(b) of Regulation No
40/94.

10 On 17 May 1999, the applicant requested that the intervener furnish proof, in accordance with Article
43(2) and (3) of Regulation No 40/94, that the earlier marks had, during the period of five years preceding
the date of publication of the Community trade mark application, been put to genuine use in the Member
States in which those marks are protected. By letter of 7 June 1999, the Opposition Division of the Office
(`the Opposition Division') requested the intervener to furnish that proof within two months.

11 On 6 August 1999, the intervener sent to the Office extracts from its mail-order catalogues dated 1997 and
1998. In those catalogues, clothing is presented under the mark COCOON.

12 In a letter of 26 October 1999 sent to the Office, the applicant claimed that the catalogue extracts
submitted by the intervener did not satisfy the requirements of Article 43(2) of Regulation No 40/94 and of
Rule 22(2) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
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Regulation No 40/94 (OJ 1995 L 303, p. 1), since they provide no indication as to the place, time or extent
of the use of the earlier trade marks.

13 On 10 November 1999, the intervener informed the Office that its name was now Redcats SA.

14 On 8 March 2000, the intervener stated, in a letter sent to the Office, that it is well-known as a leading
European mail-order company. In addition, it declared that the catalogue from which it had submitted extracts
is well-known and that several million copies of it are distributed in various European countries, including
France and the Benelux countries. Lastly, it stated that the purchases made by the recipients of that catalogue
amount to several hundred thousand French francs.

15 By communication of 30 March 2000, the Office forwarded that letter to the applicant. That
communication contained the following words:

`Please note that no further observations may be submitted.'

16 By decision of 14 April 2000, the Opposition Division rejected the opposition pursuant to Article 43(2)
and (3) of Regulation No 40/94 on the ground that the intervener had not proved that the earlier marks had
been put to genuine use within the meaning of that provision. In that regard, it considered that it could be
deduced from the catalogue extracts submitted by the intervener that those marks were intended for use in
France and possibly Belgium. However, it took the view that it was not possible, on the basis of that
evidence, to establish the extent of that use.

17 On 13 June 2000, the intervener filed notice of appeal at the Office, pursuant to Article 59 of Regulation
No 40/94, against the decision of the Opposition Division. The intervener's written statement setting out the
grounds of appeal, of 14 August 2000, states as follows:

`... La Redoute is a mail-order catalogue so well-known in several European countries that the opponent did
not think it was necessary to submit information about this fact.... [T]he opponent submitted on 8 March 2000
abundant information about the La Redoute mail-order catalogue, stating that several million copies thereof are
distributed in many European countries, such as France, Belgium..., and that the sales made as a consequence
of mail orders sent by the persons receiving the catalogue amount to several milliards of French francs.'

18 As an annex to that statement of grounds, the intervener submitted a statement of the sales of `COCOON'
goods featured in its catalogue which had been made in France, the United Kingdom, Belgium, the
Netherlands, Portugal, Germany, Austria, Sweden, Spain and Switzerland. In addition, it submitted a copy of
the English version of the spring-summer catalogues of 1997 and 1998.

19 In her response of 23 October 2000 to the statement of grounds referred to in paragraph 17 above, the
applicant stated that the intervener's assertions as to the distribution of its mail-order catalogue and the new
evidence annexed to that statement had been submitted out of time.

20 By decision of 25 April 2001 (`the contested decision'), notified to the applicant on 5 June 2001, the Third
Board of Appeal of the Office annulled the decision of the Opposition Division. In substance, the Board of
Appeal considered that, in general, genuine use within the meaning of Article 43(2) of Regulation No 40/94 is
to be understood as real use of the mark on the market, so as to draw the attention of potential consumers to
the goods or services effectively offered under that mark (paragraph 15 of the contested decision). In the
present case, in respect of the extent of use of the earlier marks, the Board of Appeal took the view that the
evidence produced by the intervener and the explanations which it had given were sufficient to prove the
genuineness of that use (paragraph 21 of the contested decision). In that regard, the Board of Appeal took the
view, in particular, that the intervener had stated that both it and its catalogue were clearly well known in the
field of mail-order sales, that several million copies of that catalogue are distributed
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in many European countries, such as France, and that the applicant had not contested those facts (paragraphs
22 to 24 of the contested decision). In those circumstances, it considered that it was not necessary to take into
consideration the new evidence submitted by the intervener in the proceedings before the Board of Appeal
(paragraph 25 of the contested decision).

Procedure and forms of order sought by the parties

21 By application in German lodged at the Court Registry on 30 July 2001, the applicant brought the present
action.

22 By letter of 11 September 2001, the intervener requested that English become the language of the case. By
letter of 1 October 2001, the applicant opposed that request. By decision of 24 October 2001, the President of
the Second Chamber rejected the request.

23 The Office lodged its response at the Court Registry on 22 January 2002. The intervener lodged its
response at the Court Registry on 10 January 2002.

24 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

25 The Office and the intervener contend that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

26 In support of her action, the applicant raises three pleas. The first plea alleges infringement of Article
43(2) of Regulation No 40/94, in conjunction with Article 43(3) thereof, in respect of the notion of `genuine
use'. The second plea alleges breach of the right to be heard. It should be noted that, contrary to the Office's
assertion at the hearing, that plea was raised - although impliedly - in the application. That plea was also
mentioned in the report for the hearing, which did not provoke any observations from the Office. The third
plea alleges that the Board of Appeal was wrong in basing its decision on the fact that the `La Redoute' sales
catalogue is widely distributed in the French-speaking Member States, although that fact was not validly raised
during the proceedings.

Infringement of Article 43(2) of Regulation No 40/94, in conjunction with Article 43(3) thereof

Arguments of the parties

27 The applicant criticises the Board of Appeal for having incorrectly interpreted the notion of `genuine use'.
In that regard, she submits that the Board of Appeal was wrong to equiparate `genuine use' to `real use'. In
the applicant's view, `genuine use' must be contrasted with `artificial use', the boundary between these two
opposing notions being defined by the extent of use.

28 According to the applicant, in order to assess in a particular case whether a mark has been put to genuine
use, account must be taken of the type of goods or services in question. Thus, high-volume consumer goods
must have been sold in large numbers over a year in the country in which the mark is protected before use of
that mark can be regarded as genuine.

29 In that regard, the applicant criticises the Board of Appeal for having failed to specify, in respect of the
goods at issue in this case, namely clothing, what must be the extent of use of a mark for use to be regarded
as genuine.

30 The Office states that the purpose of the requirement of use of the mark is to restrict the
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number of conflicts between two marks, in so far as there is no sound economic reason. In that regard, the
only function of `genuine use' is to enable a contrast to be drawn with purely artificial uses, that is forms of
using a mark which are designed solely to evade the sanctions for its non-use.

31 In general, referring to a decision of the Benelux Court of Justice of 27 January 1981 in Winston (CJ
Benelux, Jurisprudence 1980-1981, p. 34), the Office states that use of a mark must be regarded as genuine
where, in the light of what is deemed to be customary and commercially justified in the business sector
concerned, its purpose is to create or preserve an outlet for the marked goods and not only to maintain the
rights in the mark.

32 According to the Office, the Boards of Appeal have adopted a consistent practice in respect of the
interpretation of `genuine use'. In that context, `real use' has a very specific meaning. The Office cites a
decision of the Second Board of Appeal of 27 September 2000 in Case R 380/1999-2, in which it was held
that `[g]enuine use must be contrasted with token use. It implies real use for the purpose of trading in the
goods or services in question so as to generate goodwill as opposed to artificial use designed solely to
maintain the trade mark on the register'.

33 In the present case, the Office submits that the manner in which the Board of Appeal interpreted the
concept of `genuine use' is entirely consistent with the abovementioned position and that, contrary to the
applicant's assertions, it has not committed any error of law. According to the Office, far from equiparating
the concept to `real use', the Board of Appeal defined genuine use, in paragraph 15 of the contested decision,
as `real use of the earlier mark on the marketplace, so as to draw the attention of potential consumers to the
goods or services effectively offered under the mark'.

34 In that context, the Office states that the criterion proposed by the applicant in order to draw the line
between genuine use and artificial use, that is mere extent of use, is not relevant. However, according to the
Office, indications and evidence as to the extent of use are necessary in order to assess, in a particular case,
the genuineness of the use.

35 The intervener does not present any particular arguments on this point.

Findings of the Court

36 In order to interpret the notion of `genuine use' under Article 43(2) of Regulation No 40/94 and Article
15(1) thereof, it is first necessary to effect a comparative analysis of the different language versions of those
provisions. The German (`ernsthafte Benutzung'), French (`usage sérieux'), Italian (`seriamente utilizzata') and
Portuguese (`utilizaçao séria') versions state the requirement of `serious' use. The English version (`genuine
use') has the same meaning. On the other hand, the Spanish version uses the expression `actual use' (`uso
efectivo'), which also corresponds to the wording of the ninth recital in the preamble to Regulation No 40/94
in the German, English, Spanish, French and Italian versions. Lastly, the Dutch version (`normaal gebruik')
places a slightly different emphasis, namely requiring `normal' use.

37 Accordingly, contrary to the applicant's claim, it is not possible to contrast `genuine use' with `real use'. It
is by contrast necessary to define `genuine use' by taking account of the different language versions of
Articles 15(1) and 43(2) of Regulation No 40/94, on the one hand, and of the ninth recital in the preamble to
that regulation, on the other.

38 Next, as the Office rightly noted in its response, the ratio legis of the requirement that the earlier mark
must have been put to genuine use if it is to be capable of being used in opposition to a trade mark
application is to restrict the number of conflicts between two marks, in so far as there is no sound economic
reason resulting from an actual function of the mark on the market. That interpretation is supported by the
eighth recital in the preamble to Directive 89/104 which explicitly refers to that objective.
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39 Therefore, the Court finds that the condition of genuine use of the mark requires that the mark, as
protected on the relevant territory, be used publicly and outwardly for the purpose of ensuring an outlet for
the goods or services which it represents (see, to that effect, the Opinion of Advocate General Ruiz-Jarabo
Colomer in Case C-40/01 Ansul, not yet published in the ECR, point 58).

40 Furthermore, it became apparent at the hearing that the applicant does not dispute that interpretation.

41 In the present case, the Board of Appeal based its assessment on a correct interpretation of `genuine use'.
In paragraph 15 of the contested decision, it defined that concept as `real use of the earlier mark on the
marketplace, so as to draw the attention of potential consumers to the goods or services effectively offered
under the mark'.

42 Accordingly, the first plea must be rejected.

Breach of the right to be heard

Arguments of the parties

43 The applicant criticises the Board of Appeal for having exceeded its competence in that, surprisingly, it
based its decision in part on its own knowledge of certain elements of fact without their having been raised
by the intervener in the context of the procedure of adducing evidence which, according to Rule 22 of
Regulation No 2868/95, is organised inter partes. Furthermore, the applicant asserts that she had not been
aware of those elements of fact.

44 The Office submits that, in the present case, it was reasonable for the Board of Appeal to base its decision
on the generally known fact that the intervener's catalogue is widely distributed as well as on the fact that the
intervener is one of the largest mail-order companies in Europe.

45 The intervener notes that the applicant had become aware, at the beginning of the opposition procedure, of
the extracts from the mail-order catalogues which it had submitted.

Findings of the Court

46 Under the second sentence of Article 73 of Regulation No 40/94, a decision of the Office can be based
only on facts on which the parties concerned have had an opportunity to present their comments.

47 In the present case, as is clear from paragraphs 22 to 24 of the contested decision, the Board of Appeal
based its decision on the fact that the intervener's sales catalogue is widely distributed under the name `La
Redoute' in the French-speaking Member States (`the disputed fact'). That fact is used to demonstrate the
suitability of the catalogue extracts produced by the intervener as proof of the place and extent of that use.

48 Furthermore, the file shows that the intervener relied on the disputed fact for the first time in its letter of 8
March 2000, that is after the expiry of the time-limit which the Office had set it for that purpose. Admittedly,
by its communication of 30 March 2000, the Office explicitly requested the applicant not to present any
comments on the disputed fact. Therefore, at that stage of the procedure, it was reasonable for the applicant to
consider that that fact would not be taken into consideration by the Office.

49 However, in the statement of grounds of appeal of 14 August 2000, the intervener again relied on the
disputed fact. The applicant thus had the opportunity to express her view on that fact during the proceedings
before the Board of Appeal, but she did not do so. In fact she merely stated, in her pleading of 23 October
2000, that the intervener's reliance on the disputed fact was out of time, without making any observations,
even in the alternative, as to the substance.

50 None the less, the disputed fact had not been taken into account in the decision of the Opposition
Division.
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51 In respect of such a situation, procedural equity and the general principle of the protection of legitimate
expectations require that the second sentence of Article 73 of Regulation No 40/94 be interpreted as meaning
that the Board of Appeal is obliged to indicate at the outset to the party concerned that it intends to take into
account the fact in question in order that that party be in a position to evaluate the usefulness, if any, of
submitting substantive observations on that fact.

52 In the present case, the Board of Appeal failed to indicate at the outset to the applicant that it intended to
take the disputed fact into account. Accordingly, the second plea must be upheld.

53 In those circumstances, it is not necessary to adjudicate on the question whether, in spite of the belated
reliance on the disputed fact, the Board of Appeal was none the less entitled, under Article 74(2) of
Regulation No 40/94 and irrespective of the question of respect for the right to be heard, to base its decision
on that fact, which is what the applicant disputes by her third plea. Similarly, it is not necessary to adjudicate
on the admissibility of the claim, raised by the applicant at the hearing, that the Board of Appeal was wrong
to consider the disputed fact as established because it was well known.

54 It follows that the contested decision must be annulled.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Laboratorios RTB, SL v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Opposition procedure - Earlier figurative and word marks containing the word GIORGI - Application
for Community word mark GIORGIO BEVERLY HILLS - Relative ground for refusal - Article 8(1)(b)

of Regulation (EC) No 40/94. Case T-162/01.

In Case T-162/01,

Laboratorios RTB, SL, established in Bigues i Riells (Spain), represented by A. Canela Giménez, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and J.F. Crespo Carillo, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being:

Giorgio Beverly Hills, Inc., established in Santa Monica, California (United States of America),

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 30 April 2001 (Case R 122/2000-1),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar

having regard to the written procedure and further to the hearing on 22 January 2003,

gives the following

Judgment

Costs

56 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has asked for costs, it must be ordered to pay OHIM's costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

© An extract from a JUSTIS database



62001A0162 European Court reports 2003 Page II-02821 2

1 On 2 January 1997, Giorgio Beverly Hills, Inc. (`the applicant') filed an application for a Community trade
mark under Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994
L 11, p. 1), as amended, at the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

2 The trade mark in respect of which registration was sought was the word mark GIORGIO BEVERLY
HILLS.

3 The goods in respect of which registration was sought are in Classes 3, 14, 18 and 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

4 The application was published in Community Trade Marks Bulletin No 24/98 of 6 April 1998.

5 On 1 July 1998, the applicant filed a notice of opposition under Article 42 of Regulation No 40/94 against
the registration of that Community trade mark. The opposition was brought in relation to part of the goods
covered by the trade mark application, namely `Toilet soaps; perfumery, essential oils, cosmetics, hair lotions;
dentifrices, deodorants for personal use and preparations for the cleaning, care, beautification of the skin, scalp
and hair' within Class 3. The ground relied on in support of the opposition was the likelihood of confusion
referred to in Article 8(1)(b) of Regulation No 40/94 between the mark claimed and earlier marks owned by
the applicant. The earlier marks are the following Spanish registrations:

- No 1 747 375: figurative sign, reproduced below, for `Perfumery products and cosmetics, especially
cosmetic preparations for the hair and bath', within Class 3;

- No 1 160 413: figurative sign, reproduced below, for `Eau-de-cologne, body deodorant, shampoo, bath gel,
hair-spray, hair conditioner cream, haircream, body milk, cleansing milk, lipsticks; nail polish, suntan lotions,
facial tonics', within Class 3;

- No 1 747 374: figurative sign, reproduced below, for `Perfumery products and cosmetics, especially cosmetic
preparations for the hair and bath', within Class 3;

- No 1 789 484: figurative sign, reproduced below, for `Perfumery and cosmetics' within Class 3;

6 By a decision of 2 December 1999, OHIM's Opposition Division rejected the opposition on the ground that
the differences between the conflicting signs are unlikely to cause confusion in the mind of the public in
Spain, where the earlier marks are protected.

7 On 28 January 2000, the applicant filed an appeal against the Opposition Division's decision at OHIM under
Article 59 of Regulation No 40/94.

8 The appeal was dismissed by a decision of the First Board of Appeal of 30 April 2001 (`the contested
decision').

9 The Board essentially held that, notwithstanding the identity of the goods, there are sufficient differences
between the mark claimed GIORGIO BEVERLY HILLS and the earlier figurative marks containing the word
signs J GIORGI, GIORGI LINE and MISS GIORGI to exclude any likelihood of confusion.

Procedure and forms of order sought

10 By application lodged at the Registry of the Court on 18 July 2001, the applicant brought this action.

11 On 14 December 2001, OHIM lodged its response at the Registry of the Court.
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12 The applicant claims that the Court should:

- annul the contested decision;

- declare the trade mark invalid or, if appropriate, order that it be refused registration;

- order OHIM to pay the costs.

13 OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

14 At the hearing, the applicant withdrew its second head of claim, for a declaration of invalidity in relation
to the mark claimed, or, if appropriate, an order that it be refused registration.

Law

15 In support of its application, the applicant advances a single plea in law, alleging infringement of Article
8(1)(b) of Regulation No 40/94.

Arguments of the parties

16 The applicant maintains that the word `giorgio' in the mark claimed renders that mark incompatible with
the earlier marks owned by it. In its view, the introduction on the market of a trade mark which has as its
most important element a word that is practically identical to the predominant component of the earlier marks
will give rise to a strong likelihood of confusion.

17 On that point, the applicant submits that the predominant element of the earlier marks is the word `giorgi',
since it is that component which the consumer perceives with the greatest force. The applicant argues that all
the earlier marks contain the word `giorgi', which is the ingredient that most forcefully distinguishes the
applicant's goods. As to the other aspects of each of the earlier marks, the applicant claims:

- first of all, as regards Spanish trade mark No 1 160 413, that neither the specific design of the letters nor
the initial `J' effectively distinguishes the goods in question;

- secondly, as to Spanish trade mark No 1 747 374, that the word `miss' designates a generic category and
the abstract design does not possess any distinctive character;

- thirdly, with regard to Spanish trade mark No 1 747 375, that the word `line' is purely secondary in
relation to the word `giorgi' and that the graphic element is unpronounceable;

- finally, with regard to Spanish trade mark No 1 789 484, that the format of the word `giorgi' is much
larger than that of the generic term `line' and that the design is abstract, purely arbitrary and does not enable
the goods designated by the trade mark to be identified.

18 In those circumstances, the applicant contends that the verbal element in the earlier marks, and in particular
the word `giorgi', which occurs in all the earlier marks, predominates over the graphic elements, since
consumers ask for the goods by identifying them phonetically. In that regard, the applicant cites a number of
judgments of the Tribunal Supremo (Spain) in which, it claims, that line of reasoning was followed.

19 As regards the mark claimed, the applicant submits that particular consideration must be given to the word
`giorgio' when the mark claimed is compared with the earlier marks. According to the applicant, the word
`giorgio' is distinct from the other aspects of the mark, namely the words `Beverly Hills', which are purely
secondary and in no way distinguish the goods covered by the mark claimed. The applicant submits that those
words are a geographical designation, which is devoid of any distinctive
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character within the meaning of Article 7(1)(b) of Regulation No 40/94, and that they ought therefore not to
be taken into account when the mark claimed is compared with other trade marks. To support its argument,
the applicant cites a number of judgments of the Tribunal Supremo in which that line of reasoning was
followed.

20 The applicant further contends that consumers tend to abbreviate trade marks composed of more than one
word and that, in the case of the mark claimed, they will therefore ask for the goods covered by the mark by
reference to the word `giorgio' and not to the full designation `Giorgio Beverly Hills'.

21 In that context, the applicant claims that the dominant elements of the conflicting signs, namely the words
`giorgi' and `giorgio', are visually and phonetically similar, or indeed identical. Thus, in the applicant's
submission, the almost total phonetic identity between the dominant elements of the signs gives rise to a
likelihood of confusion between the conflicting marks, as the additional letter `o' in the element `giorgio' of
the mark claimed is not sufficient to distinguish that mark from the earlier marks composed of the word
`giorgi'.

22 Finally, the applicant claims that the visual and phonetic similarities between the conflicting marks,
together with the fact that they designate goods within the same class, namely Class 3, are liable to create a
likelihood of confusion in the mind of the consumer.

23 OHIM submits by way of preliminary observation on the decisions of the Tribunal Supremo cited by the
applicant that it is not for the Court to rule on the application of Spanish trade mark law, and that those
decisions are thus not relevant to this case because the applicable law is Community law.

24 OHIM concurs with the conclusion reached by the Board of Appeal that there is no likelihood of
confusion between the conflicting marks.

25 In that connection, OHIM contests the applicant's contention that the words `Beverly Hills' are secondary
because they are devoid of distinctive character as they constitute a geographical designation within the
meaning of Article 7(1)(c) of Regulation No 40/94. It submits that that provision is not applicable to these
words, which are not exclusively descriptive for goods such as perfumery and cosmetics. Consequently, in
OHIM's submission, it is necessary to take the words `Beverly Hills' into consideration when comparing the
marks in question. In contrast to the applicant, therefore, OHIM contends that the Italian first name `Giorgio'
is not the dominant element of the mark claimed.

26 With regard to the manner in which the goods in question are marketed, OHIM takes the view that
cosmetic and perfumery products are relatively expensive goods, which are generally on display to the
consumer. In those circumstances, it submits that the applicant's analysis that the consumer asks for the goods
orally, and solely by reference to the dominant element of the trade mark, does not reflect the way in which
the market operates.

27 As regards the comparison of the marks in question, OHIM contends that all the aspects of each sign must
be taken into consideration and in that connection it contests the applicant's analysis, which limits that
comparison to the words `giorgi' and `giorgio', while ignoring the other figurative and verbal aspects of the
conflicting signs.

28 With regard to the analysis of each of the earlier marks in relation to the mark claimed, OHIM contends:

- that the Spanish J GIORGI trade mark differs phonetically from the mark claimed and that there is
therefore no likelihood of confusion between them;

- that in the Spanish MISS GIORGI trade mark, the word `miss' cannot be separated from the
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word `giorgi';

- finally, as regards the Spanish trade marks No 1 747 375 and No 1 789 484, that the word `line' plays a
key role in that it distinguishes GIORGI LINE goods from J GIORGI and MISS GIORGI goods.

Findings of the Court

29 Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the trade mark applied for is not to be registered `if because of its identity with or similarity to the earlier
trade mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected;
the likelihood of confusion includes the likelihood of association with the earlier trade mark'. Further, under
Article 8(2)(a)(ii) of Regulation No 40/94, `earlier trademarks' means trade marks registered in a Member State
with a date of application for registration which is earlier than the date of application for registration of the
Community trade mark.

30 According to the case-law of the Court of Justice on the interpretation of Article 4(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1), a provision which is in essence the same as Article 8(1)(b) of Regulation No
40/94, the risk that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of
confusion (Case C-39/97 Canon [1998] ECR I-5507, paragraph 29; Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 17; and Case T-104/01 Oberhauser v OHIM (Fifties) [2002] ECR II-4359,
paragraph 25).

31 According to the same line of case-law, the likelihood of confusion on the part of the public must be
assessed globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95
SABEL [1997] ECR I-6191, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18;
Case C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40; and Fifties, paragraph 26).

32 That global assessment of the likelihood of confusion implies some interdependence between the factors
taken into account, and in particular similarity between the trade marks and between the goods or services.
Accordingly, a lesser degree of similarity between the goods or services may be offset by a greater degree of
similarity between the marks, and vice versa (Canon, paragraph 17, and Lloyd Schuhfabrik Meyer, paragraph
19). The interdependence of these factors is expressly referred to in the seventh recital in Regulation No
40/94, according to which the concept of similarity is to be interpreted in relation to the likelihood of
confusion, the assessment of which depends, among other factors, on the recognition of the trade mark on the
market and the degree of similarity between the mark and the sign and between the goods or services
identified.

33 In addition, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23, and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average
consumer of the products concerned is deemed to be reasonably well informed and reasonably observant and
circumspect. In addition, account should be taken of the fact that the average consumer only rarely has the
chance to make a direct comparison between the different marks but has to place his trust in the imperfect
image of them that he has retained in his mind. It should also be borne in mind that the average consumer's
level of attention is likely to vary according to the category of goods or services in question (Lloyd
Schuhfabrik Meyer,
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paragraph 26).

34 In this case, given that the earlier marks are registered in Spain and that the goods in question are
everyday consumer items, the targeted public by reference to which the likelihood of confusion must be
assessed is composed of average consumers in Spain.

35 In the light of the foregoing considerations, it is appropriate first of all to compare the goods and then the
conflicting signs.

36 As regards the comparison of the goods, the earlier Spanish marks designate goods in Class 3. Thus the
MISS GIORGI (No 1 747 374) and GIORGI LINE (No 1 747 375) marks are registered for `Perfumery
products and cosmetics, especially cosmetic preparations for the hair and bath' and the GIORGI LINE mark
(No 1 789 484) is registered for `Perfumery and cosmetics', and the J GIORGI mark (No 1 160 413) for
`Eau-de-cologne, body deodorant, shampoo, bath gel, hair-spray, hair conditioner cream, haircream, body milk,
cleansing milk, lipsticks; nail polish, suntan lotions, facial tonics'.

37 The Board of Appeal found at paragraph 16 of the contested decision that the goods covered by the
Spanish marks GIORGI LINE (No 1 747 375 and No 1 789 484), MISS GIORGI and J GIORGI must be
regarded as comparable or identical to `Toilet soaps; perfumery, essential oils, cosmetics, hair lotions;
dentifrices, deodorants for personal use and preparations for the cleaning, care, beautification of the skin, scalp
and hair', within Class 3, which are covered by the mark claimed GIORGIO BEVERLY HILLS.

38 It is also common ground between the parties that there is identity or similarity between the goods covered
by the earlier marks and those designated by the contested mark.

39 As regards the comparison of the signs, it is clear from the case-law that the global assessment of the
likelihood of confusion must, as regards the visual, aural or conceptual similarity of the marks in question, be
based on the overall impression created by them, bearing in mind, in particular, their distinctive and dominant
components (SABEL paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25). In addition, the Court of
Justice has found that it is possible that mere aural similarity between trade marks may create a likelihood of
confusion (Lloyd Schuhfabrik Meyer, paragraph 28).

40 It is therefore necessary to compare the visual, aural and conceptual aspects of the conflicting signs.

41 As regards visual comparison, the Board of Appeal held that, although the mark claimed GIORGIO
BEVERLY HILLS bears some resemblance to the earlier marks in that the word `giorgi' occurs in all the
earlier marks and is contained in the word `giorgio', there are none the less a number of major differences.
The earlier marks all contain significant figurative elements and an additional verbal element (`line' or `miss'
or the letter `j'). The mark claimed also contains an additional verbal element, BEVERLY HILLS, which
appears in capital letters of the same size as the word GIORGIO (paragraph 17 of the contested decision).

42 In that connection, it must be observed that the fact that the earlier marks and the mark claimed contain
the words `giorgi' and `giorgio', which bear a certain resemblance to one another, is of little consequence in
the context of a global comparison and is not in itself sufficient to justify the conclusion that the conflicting
signs are visually similar.

43 Because the signs contain other word elements, namely the letter `j', the words `line' and `miss' in the
earlier marks and the words `Beverly' and `Hills' in the mark claimed, the overall impression conveyed by
each sign is different. In addition, the earlier marks include figurative elements in an individual and original
configuration.
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44 It follows that the Board of Appeal was right to hold that the differences between the conflicting signs are
sufficient to support the conclusion that they are not visually similar.

45 The Board of Appeal did not specifically evaluate the signs in question with a view to a phonetic
comparison. It merely stated that whilst the mark claimed GIORGIO BEVERLY HILLS resembles the earlier
marks in so far as the word `giorgi' occurs in all the earlier marks and is contained within the word `giorgio',
there are none the less important differences between the marks (paragraph 17 of the contested decision).

46 It must be observed in that connection that there are significant differences between the conflicting signs,
and that the similarities between them are negligible by comparison with the differences. The contested mark
is composed of six syllables (gior-gio-be-ver-ly-hills), of which only one, the syllable `gior', is the same as the
syllables occurring in the earlier marks, which are composed respectively of three syllables (miss-gior-gi and
j-gior-gi) and four syllables (gior-gi-li-ne)

47 The conflicting signs accordingly have fewer phonetic elements in common than not. The marks in
question must therefore be found to be phonetically dissimilar.

48 As regards the conceptual comparison of the conflicting signs, the Board of Appeal agreed with the
opponent (the applicant before this Court) that the conflicting marks cannot be similar from this perspective
because the word `giorgio' is dominant in the contested mark GIORGIO BEVERLY HILLS, while the words
`Beverly Hills' are a geographical designation which at most is descriptive of the qualities of the goods
covered by the trade mark and cannot therefore be distinctive in relation to them.

49 In that connection, it must be observed with regard to the mark claimed that the words `Beverly Hills',
which refer to a particular geographical place with which the target public is familiar, apart from being
non-descriptive of the goods in question, have a semantic importance which, combined with that of the man's
first name Giorgio, produces a whole that is conceptually different from the earlier marks.

50 Secondly, it must be observed that, contrary to the applicant's contention, words such as `giorgi' and
`giorgio' are not characteristic for perfumery and cosmetics. As the Board of Appeal observed, in view of the
prevalence of real or assumed Italian names in the perfume market, and the fact that consumers are used to
trade marks which contain common names, they will not assume that every time a particular common name
occurs in a trade mark in conjunction with other elements, verbal or figurative, the goods in question all
emanate from the same source (paragraph 17 of the contested decision).

51 Consequently, the Board of Appeal was right to conclude that there is no conceptual concurrence between
the signs in question.

52 Accordingly, even though there is identity and similarity between the goods covered by the conflicting
marks in this case, the visual, aural and conceptual differences between the signs constitute sufficient grounds
for holding that there is no likelihood of confusion in the mind of the targeted public (Case T-110/01 Vedial
v OHIM (HUBERT) [2002] ECR II-0000, paragraph 63).

53 Finally, as OHIM stated, the decisions of the Tribunal Supremo cited by the applicant are not relevant to
this case. The legality of decisions of the Boards of Appeal must be evaluated solely on the basis of
Regulation No 40/94, as interpreted by the Community Courts, and not on the basis of a previous
decision-making practice followed by a national court of a Member State.

54 In the light of the foregoing, the Board of Appeal was entitled to conclude that there is no likelihood of
confusion between the mark claimed GIORGIO BEVERLY HILLS and the earlier Spanish marks J GIORGI
(No 1 160 413), MISS GIORGI (No 1 747 374), GIORGI LINE (No
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1 747 375 and No 1 789 484). This plea in law, alleging infringement of Article 8(1)(b) of Regulation No
40/94, must therefore be rejected.

55 It follows that the application must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. Laboratorios RTB, SL v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Invalidity proceedings - Article 52(1)(a) of Regulation (EC) No 40/94 - Earlier figurative and word

marks containing the word GIORGI - Application for Community word mark GIORGIO AIRE -
Relative ground for refusal - Article 8(1)(b) of Regulation No 40/94 - Proof of use - Article 56(2) and (3)

of Regulation No 40/94. Case T-156/01.

In Case T-156/01,

Laboratorios RTB, SL, established in Bigues i Riells (Spain), represented by A. Canela Giménez, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and J.F. Crespo Carillo, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

Giorgio Beverly Hills, Inc., established in Santa Monica, California (United States of America),

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 11 April 2001 (Case R 258/2000-1),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: V. Tiili, President, P. Mengozzi, and M. Vilaras, Judges,

Registrar: B. Pastor, Deputy Registrar,

having regard to the written procedure and further to the hearing on 22 January 2003,

gives the following

Judgment

Costs

86 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has asked for costs, it must be ordered to pay OHIM's costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Legal Background

1 Article 52 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides, inter alia:

`1. A Community trade mark shall be declared invalid on application to the Office or on the basis of a
counterclaim in infringement proceedings:

(a) where there is an earlier trade mark as referred to in Article 8(2) and the conditions set out in paragraph 1
or 5 of that Article are fulfilled;

...'

2 Article 8 of Regulation No 40/94 provides, inter alia:

`1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

(a) ...;

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

2. For the purposes of paragraph 1, "Earlier trade marks" means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

(i) Community trade marks;

(ii) trade marks registered in a Member State, or, in the case of Belgium, the Netherlands or Luxembourg, at
the Benelux Trade Mark Office;

...'

3 Article 56 of Regulation No 40/94 provides, inter alia:

`2. If the proprietor of the Community trade mark so requests, the proprietor of an earlier Community trade
mark, being a party to the invalidity proceedings, shall furnish proof that, during the period of five years
preceding the date of the application for a declaration of invalidity, the earlier Community trade mark has
been put to genuine use in the Community in connection with the goods or services in respect of which it is
registered and which he cites as justification for his application, or that there are proper reasons for non-use,
provided the earlier Community trade mark has at that date been registered for non-use, provided the earlier
Community trade mark has at that date been registered for not less than five years. If, at the date on which
the Community trade mark application was published, the earlier Community trade mark had been registered
for not less than five years, the proprietor of the earlier Community trade mark shall furnish proof that, in
addition, the conditions contained in Article 43(2) were satisfied at that date. In the absence of proof to this
effect the application for a declaration of invalidity shall be rejected. If the earlier Community trade mark has
been used in relation to part only of the goods or services for which it is registered it shall, for the purpose
of the examination of the application for a declaration of invalidity, be deemed to be registered in respect
only of that part of the goods or services.

3. Paragraph 2 shall apply to earlier national trade marks referred to in Article 8(2)(a), by substituting use in
the Member State in which the earlier national trade mark is protected for use in the Community.'
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4 Rule 40(5) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No
40/94 (OJ 1995 L 303, p. 1) provides:

`If the applicant, under Article 56(2) or (3) of [Regulation No 40/94], has to furnish proof of use or proof
that there are proper reasons for non-use, Rule 22 shall apply mutatis mutandis.'

5 Rule 22 of Regulation No 2868/95 provides as follows:

`(1) Where, pursuant to Article 43(2) or (3) of [Regulation No 40/94], the opposing party has to furnish proof
of use or show that there are proper reasons for non-use, the Office shall invite him to provide the proof
required within such period as it shall specify. If the opposing party does not provide such proof before the
time limit expires, the Office shall reject the opposition.

(2) The indications and evidence for the furnishing of proof of use shall consist of indications concerning the
place, time, extent and nature of use of the opposing trade mark for the goods and services in respect of
which it is registered and on which the opposition is based, and evidence in support of these indications in
accordance with paragraph 3.

(3) The evidence shall, in principle, be confined to the submission of supporting documents and items such as
packages, labels, price lists, catalogues, invoices, photographs, newspaper advertisements, and statements in
writing as referred to in Article 76(1)(f) of [Regulation No 40/94].

(4) Where the evidence supplied pursuant to paragraphs 1, 2 and 3 is not in the language of the opposition
proceedings, the Office may require the opposing party to submit a translation of that evidence in that
language, within a period specified by the Office.'

Background to the dispute

6 On 1 April 1996, Giorgio Beverly Hills, Inc. (`the proprietor') filed an application for a Community trade
mark under Regulation No 40/94 at the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

7 The trade mark in respect of which registration was sought was the word mark GIORGIO AIRE.

8 The goods in respect of which registration was sought are in Class 3 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following description:

`Toiletry and soap preparations for men and women, namely perfume, cologne, essential oil for use as
personal fragrance, after shave lotion and after shave balm, body moisturizer and body cream, perfumed soap
and gel, and dusting powder.'

9 The trade mark was registered on 17 February 1998 and was published in Community Trade Marks Bulletin
No 78/98 of 12 October 1998.

10 On 20 November 1998, the applicant filed an application under Article 52(1)(a) of Regulation No 40/94
for a declaration that registration of that Community trade mark was invalid. The application was filed in
respect of all the goods covered by the Community trade mark. In support of its application, the applicant,
relying on Article 8(1)(b) of Regulation No 40/94, cited the following earlier Spanish trade mark registrations:

- No 1 747 375: figurative sign, reproduced below, for `Perfumery products and cosmetics, especially
cosmetic preparations for the hair and bath', within Class 3;

- No 1 160 413: figurative sign, reproduced below, for `Eau-de-cologne, body deodorant, shampoo, bath gel,
hair-spray, hair conditioner cream, haircream, body milk, cleansing milk, lipsticks; nail polish, suntan lotions,
facial tonics', within Class 3;
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- No 1 747 374: figurative sign, reproduced below, for `Perfumery products and cosmetics, especially cosmetic
preparations for the hair and bath', within Class 3;

- No 1 789 484: figurative sign, reproduced below, for `Perfumery and cosmetics', within Class 3;

- No 957 216: word mark AIR GIORGI for `insecticides, air freshening and purifying appliances', within
Class 5.

11 On application by the proprietor of the Community trade mark, the applicant was requested to furnish
proof of genuine use of the earlier trade marks under Article 56(2) and (3) of Regulation No 40/94.

12 Within the period laid down by OHIM for proving genuine use of the earlier trade marks, the applicant
produced various documents, including invoices, catalogues and promotional material.

13 By decision of 17 December 1999, the Cancellation Division declared the Community trade mark
GIORGIO AIRE invalid, in view of the likelihood of confusion in the mind of the public between that mark
and the earlier marks GIORGI LINE (No 1 747 375), MISS GIORGI (No 1 747 374) and GIORGI LINE (No
1 789 484). The Cancellation Division also found that genuine use of the earlier marks AIR GIORGI (No 957
216) and J GIORGI (No 1 160 413) was not proved for the goods for which they had been registered during
the five years preceding the application for a declaration of invalidity.

14 On 11 February 2000, the proprietor brought an appeal before OHIM under Article 59 of Regulation no
40/94 against the decision of the Cancellation Division.

15 The appeal was upheld by decision of the First Board of Appeal of 11 April 2001 (`the contested
decision'). The Board of Appeal annulled the decision of the Cancellation Division and dismissed the
application for a declaration of invalidity.

16 The Board of Appeal essentially held first, that the Cancellation Division was right to find that the
evidence submitted by the applicant was insufficient to demonstrate genuine use of the earlier AIR GIORGI
and J GIORGI marks during the five years preceding the application for a declaration of invalidity and,
secondly, that, notwithstanding the identity of the goods in question, there were sufficient differences between
the contested mark GIORGIO AIRE and the earlier marks containing the words GIORGI LINE and MISS
GIORGI to preclude any likelihood of confusion.

Procedure and forms of order sought

17 By application lodged at the Registry of the Court on 9 July 2001, the applicant brought this action.

18 On 14 December 2001, OHIM lodged its response at the Registry of the Court.

19 The applicant claims that the Court should:

- annul the contested decision;

- declare the trade mark GIORGIO AIRE invalid;

- order OHIM to pay the costs.

20 OHIM contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

21 At the hearing, the applicant withdrew its second head of claim, for a declaration that the
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contested mark was invalid.

Law

22 The applicant advances two pleas in law in support of its application. By the first, it alleges infringement
of Article 56(2) and (3) of Regulation No 40/94 and, by the second, infringement of Article 52(1)(a) of
Regulation No 40/94.

First plea in law: infringement of Article 56(2) and (3) of Regulation No 40/94

Arguments of the parties

23 The applicant submits that the documents produced before OHIM prove that during the five years
preceding the date of the application for a declaration of invalidity the earlier marks AIR GIORGI and J
GIORGI were put to real and effective use.

24 The applicant maintains that it acquired the earlier marks by a transfer registered at the Oficina española
de patentes y marcas (Spanish Patent and Trade Mark Office) on 2 June 1998, the assignor being Industria de
la Keratina Aerosoles SA. In this connection, the applicant claims that, although use of the earlier marks must
be demonstrated for the period from 20 November 1993 to 20 November 1998, use of the marks during the
period preceding the transfer was restricted owing to the difficult economic situation of the previous owner,
which led to the marks in question being sold and the company subsequently being placed in voluntary
liquidation.

25 In any event, the applicant claims that it has produced sufficient evidence of use of the earlier marks.
Thus, it maintains that the invoices which it submitted to the Cancellation Division as Annexes 1, 2, 3, 5 and
6 to its observations of 6 July 1999 show that thousands of goods were sold and placed on the market under
the earlier marks.

26 Furthermore, the applicant maintains that effective use of a trade mark is not dependent on selling a fixed
or specified quantity of goods. The presence of each mark on the market depends on the characteristics of the
mark and on the recognition of the product concerned by the public at a given time.

27 As for the invoices submitted as Annexes 10, 11 and 12 to the observations of 6 July 1999, the applicant
maintains that they refer only to the word giorgi because that is the only word common to all the earlier trade
marks and constitutes their principal, most characteristic and most distinctive component.

28 The applicant concludes that the use of the earlier marks AIR GIORGI and J GIORGI has been
demonstrated by the means provided for in Rule 22 of Regulation No 2868/95.

29 OHIM submits, in limine, that its participation in this case relates solely to issues in regard to which it
considers it necessary to elucidate the way in which the Community trade mark rules are to be applied.

30 OHIM submits that the Board of Appeal was right to conclude that the applicant had not established use
of the earlier AIR GIORGI and J GIORGI marks.

31 As regards the evidence of use of the earlier J GIORGI mark, OHIM asserts, first of all, that the Board of
Appeal was wrong to hold, probably owing to the poor quality of the copy, that the invoice submitted as
Exhibit 1 refers to the product CHAMP J GIORGI 750 ML C/16. In fact, according to OHIM, the invoice
relates to CHAMPU J GIORGI 750 ML C/16. Secondly, OHIM insists that none of the documents submitted
by the applicant as evidence of use contains any reference to the J GIORGI mark and that use of this mark
therefore remains unproven.

32 As regards evidence of use of the earlier AIR GIORGI mark, OHIM contends that sales of
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goods under that mark of which the applicant provided evidence were very low in a number of years during
the five-year period preceding the date on which the application for a declaration of invalidity was filed.

33 Finally, OHIM claims that the Board of Appeal was right to observe that `it is strange that the cancellation
applicant has not produced a single example of the products in question', and that there is no evidence to
suggest that the two marks were ever brought to the notice of a significant number of consumers.

Findings of the Court

34 The ninth recital in the preamble to Regulation No 40/94 states that there is no justification for protecting
earlier trade marks except where the marks are actually used. Consistently with that recital, Article 56(2) and
(3) of Regulation No 40/94 provides that the proprietor of a Community trade mark may request proof that
the earlier mark has been put to genuine use in the territory in which it is protected during the period of five
years preceding the date of the application for a declaration of invalidity. Thus, if the applicant for a
declaration of invalidity, after having been asked to furnish proof of genuine use of the earlier mark, fails to
prove that the earlier mark has indeed been put to use on the market concerned, that earlier mark cannot
render a Community trade mark invalid.

35 First of all, genuine use implies real use of the mark on the market concerned for the purpose of
identifying goods or services. Genuine use is therefore to be regarded as excluding minimal or insufficient use
for the purpose of determining that a mark is being put to real, effective use on a given market. In that
regard, even if it is the owner's intention to make real use of his trade mark, if the trade mark is not
objectively present on the market in a manner that is effective, consistent over time and stable in terms of the
configuration of the sign, so that it cannot be perceived by consumers as an indication of the origin of the
goods or services in question, there is no genuine use of the trade mark (Case T-39/01 Kabushiki Kaisha
Fernandes v OHIM (HIWATT) [2002] ECR II-0000, paragraph 36).

36 As to the criteria for assessing genuine use, under Rule 40(5) of Regulation No 2868/95, account must be
taken of the facts and circumstances of each case, regard being had to the wording of Rule 22(2) of
Regulation No 2868/95, which states that the indications and evidence for the furnishing of proof of use are
to consist of indications concerning the place, time, extent and nature of the use.

37 In this case, the applicant was required to show use in Spain, first, of the figurative trade mark J GIORGI
for `Eau-de-cologne, body deodorant, shampoo, bath gel, hair-spray, hair conditioner cream, haircream, body
milk, cleansing milk, lipsticks; nail polish, suntan lotions, facial tonics', within Class 3, and, secondly, of the
word mark AIR GIORGI for `insecticides, air freshening and purifying appliances', within Class 5.
Furthermore, that evidence was required to be adduced for the five years preceding the date of the application
for a declaration of invalidity, that is to say for the period from 20 November 1993 to 20 November 1998.

38 To that end, the applicant produced to the Cancellation Division, in the form of annexes to its observations
of 6 July 1999, a number of items, including invoices (Exhibits 1 to 15), publicity material in the form of
catalogues (Exhibits 16 to 18), and a videotape (Exhibit 19) as evidence of use of the earlier marks.

39 The applicant states that it acquired the earlier marks as a result of a transfer registered at the Oficina
española de patentes y marcas (Spanish Patent and Trade Mark Office) on 2 June 1998, the assignor being the
company Industria de la Keratina Aerosoles SA, and that use of the marks during the period preceding the
transfer was restricted owing to the difficult economic
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situation of the previous owner, and which led to the marks in question being sold and the company
subsequently being placed in voluntary liquidation.

40 It must be observed in that regard that the particular circumstances of the current or previous proprietors of
the trade marks are irrelevant for the purposes of assessing the use to which the marks have been put, since
evidence of genuine use must establish that the trade mark was effectively present on the market concerned
during the five years preceding the date of the application for a declaration of invalidity, irrespective of who
owned them during that period.

41 Furthermore, the applicant has not alleged any proper reasons for the non-use of the marks in question
within the meaning of Article 56(2) of Regulation No 40/94. In any event, the concept of proper reasons in
that article must be considered to refer essentially to circumstances unconnected with the trade mark owner
which prohibit him from using the mark, rather than to circumstances associated with the commercial
difficulties he is experiencing.

42 With regard, first of all, to use of the earlier J GIORGI mark, the Board of Appeal observes that none of
the invoices submitted by the applicant shows a significant quantity of products sold under that mark.

43 The applicant submitted a number of invoices that make no mention of that mark, with the exception of
invoice No 1, which the Board of Appeal stated relates to the sale of 32 units of CHAMP J GIORGI
(paragraph 13 of the contested decision). In that regard, OHIM's finding, which was accepted by the applicant
at the hearing, that the Board of Appeal was wrong to hold, probably owing to the poor quality of the copy,
that the invoice submitted as Exhibit 1 refers to CHAMP J GIORGI 750 ML C/16 whereas it in fact relates
to CHAMPU GIORGI 750 ML C/16, must be upheld.

44 Accordingly, there is no proof of use of that mark during the reference period, since the documents which
refer to GIORGI, MISS GIORGI or GIORGI LINE products cannot be taken as evidence of use of the earlier
J GIORGI mark. Although, under Article 15(2)(a) of Regulation No 40/94, the use of a Community trade
mark in a form differing in elements which do not alter the distinctive character of the mark in the form in
which it was registered is considered to constitute use of the mark, in this case the use of the signs GIORGI,
MISS GIORGI and GIORGI LINE does alter the distinctive character of the J GIORGI mark. Use of the
mark has accordingly not been proven.

45 With regard, secondly, to the earlier AIR GIORGI mark, the applicant submitted several invoices
mentioning `antitabaco, lavanda, maderas, floral' air fresheners designated by the mark which in OHIM'S view
show the sale of 24 units in 1994, 4 800 units with returns of 2 640 units (in other words, actual sales of 2
160 units) in 1995 and 312 units in 1996 for these goods. In addition, the catalogues adduced as Exhibits 16
and 18 show that five spray air fresheners (`antitabaco, lavanda, maderas, floral and seco') and two spray air
fresheners of the `ecologico' variety were sold under the AIR GIORGI mark.

46 The sales of goods identified with this mark of which the applicant has produced evidence are very low -
in some cases even nonexistent - for four of the five years preceding the date of the application for a
declaration of invalidity, that is to say 1994, 1996, 1997 and 1998.

47 The Court therefore finds that the evidence adduced by the applicant does not establish that the mark in
question was consistently present during the five-year period preceding the date of the application for a
declaration of invalidity.

48 Since the applicant has failed to show genuine use in Spain from 20 November 1993 to 20 November
1998 of its AIR GIORGI and J GIORGI marks for the goods in respect of which those marks
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are registered, the Court finds that the Board of Appeal was right to conclude that genuine use of those marks
was not proven.

49 The first plea in law, alleging infringement of Article 56(2) and (3) of Regulation No 40/94, must
accordingly be dismissed.

Second plea in law: infringement of Article 52(1)(a) of Regulation No 40/94

Arguments of the parties

50 With regard to the GIORGI LINE mark (No 1 789 484), the applicant maintains that the figurative element
of the mark is abstract in nature and that it is not capable of being reproduced phonetically. Nor is the
figurative element conceptually distinctive. As to the word `line', the applicant submits that the Board of
Appeal was right to find that this would go almost unnoticed by the consumer and that the word therefore has
a purely aesthetic function.

51 From a visual standpoint, the applicant considers that the predominant element of the GIORGI LINE mark
is the word `giorgi', because it is that component which the consumer perceives with the greatest force and it
is the only component capable of being retained by the consumer for the purpose of asking for the product in
question again. In the applicant's view, the word `giorgi' is clearly distinct from the word `line'. In addition,
the applicant points out that all the earlier marks contain the word `giorgi' and that it is the most important
word in all of them.

52 The applicant submits that, in view of the particular importance of proper nouns in the perfumery and
luxury goods sector, the Board of Appeal's argument that the word `giorgi' is devoid of distinctive force is
immaterial.

53 The applicant adds that the arguments put forward in relation to the GIORGI LINE mark (No 1 789 484)
also apply to MISS GIORGI (No 1 747 374) and GIORGI LINE (No 1 747 375). However, the applicant
contends that the graphic element is simpler still in those marks and is therefore less noticeable to the
consumer.

54 As regards the contested mark GIORGIO AIRE, the applicant submits that particular consideration must be
given to the first part of the mark, that is the word `giorgio', because, first, it occurs at the beginning of the
sign and, secondly, it has characteristic force as a man's name. As regards the second element of the mark, the
word `aire', the applicant submits that it is purely secondary and in no way distinguishes the goods covered by
the contested mark, since it suggests one of the product's qualities, namely the fact that it is an aerosol or is
intended to be used in the air.

55 The applicant further submits that the Board of Appeal was right to conclude that there was conceptual
similarity between the conflicting marks and identity between the goods covered by the marks.

56 OHIM contends that, when assessing the likelihood of confusion, it is necessary to consider all aspects of
each sign and in that regard it contests the applicant's analysis, which limits the comparison of the conflicting
signs to the words `giorgi' and `giorgio', while ignoring the other figurative and verbal aspects of the signs.

57 OHIM concurs with the Board of Appeal's statement at paragraph 18 of the contested decision that there is
some phonetic and visual resemblance between the contested mark and the earlier marks, and also some
conceptual similarity inasmuch as the word `giorgi', which is an Italian surname and occurs in all the earlier
marks, forms part of the word `giorgio', which is also an Italian first name. None the less, it submits that
there are significant and subtle differences between the words `giorgio' and `giorgi'.

58 OHIM also maintains that the word `aire' in the contested mark does not suggest that the goods
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identified by that mark are aerosols.

59 OHIM concludes that there is no likelihood of confusion between the earlier marks GIORGI LINE (No 1
747 375 and No 1 789 484) and the contested mark GIORGIO AIRE.

60 Finally, as regards the earlier MISS GIORGI mark (No 1 747 374), OHIM argues that the `miss' element
cannot be severed from the word `giorgi', and that it probably designates a line of goods targeted specifically
at women. OHIM also submits that the mark is phonetically different from the contested mark GIORGIO
AIRE, and that there is consequently no likelihood of confusion between them.

Findings of the Court

61 According to the case-law of the Court of Justice on the interpretation of Article 4(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1), a provision which is in essence the same as Article 8(1)(b) of Regulation No
40/94, the risk that the public might believe that the goods or services in question come from the same
undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of
confusion (Case C-39/97 Canon [1998] ECR I-5507, paragraph 29; Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 17; and Case T-104/01 Oberhauser v OHIM (Fifties) [2002] ECR II-4359,
paragraph 25).

62 According to the same line of case-law, the likelihood of confusion on the part of the public must be
assessed globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95
SABEL [1997] ECR I-6191, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18;
Case C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40; and Fifties, paragraph 26).

63 That global assessment of the likelihood of confusion implies some interdependence between the factors
taken into account, and in particular similarity between the trade marks and between the goods or services.
Accordingly, a lesser degree of similarity between the goods or services may be offset by a greater degree of
similarity between the marks, and vice versa (Canon, paragraph 17, and Lloyd Schuhfabrik Meyer, paragraph
19). The interdependence of these factors is expressly referred to in the seventh recital in Regulation No
40/94, according to which the concept of similarity is to be interpreted in relation to the likelihood of
confusion, the assessment of which depends, among other factors, on the recognition of the trade mark on the
market and the degree of similarity between the mark and the sign and between the goods or services
identified.

64 In addition, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23, and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average
consumer of the products concerned is deemed to be reasonably well informed and reasonably observant and
circumspect. In addition, account should be taken of the fact that the average consumer only rarely has the
chance to make a direct comparison between the different marks but has to place his trust in the imperfect
picture of them that he has kept in his mind. It should also be borne in mind that the average consumer's
level of attention is likely to vary according to the category of goods or services in question (Lloyd
Schuhfabrik Meyer, paragraph 26).

65 In this case, given that the earlier marks are registered in Spain and that the goods in question are
everyday consumer items, the targeted public by reference to which the likelihood of confusion must be
assessed is composed of average consumers in Spain.
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66 In the light of the foregoing considerations, it is appropriate first of all to compare the goods and then the
conflicting signs.

67 As regards the comparison of the goods, the Spanish marks MISS GIORGI (No 1 747 374) and GIORGI
LINE (No 1 747 375) are registered for `Perfumery products and cosmetics, especially cosmetic preparations
for the hair and bath' and GIORGI LINE (No 1 789 484) for `Perfumery and cosmetics', all of which are
within Class 3.

68 The Board of Appeal held at paragraph 17 of the contested decision that the goods covered by the Spanish
marks GIORGI LINE (No 1 747 375 and No 1 789 484) and MISS GIORGI must be regarded as identical to
those covered by the contested mark GIORGIO AIRE.

69 It is common ground between the parties, moreover, that there is identity or similarity between the goods
covered by the earlier marks and those designated by the contested mark.

70 As regards the comparison of the signs, it is clear from the case-law that the global assessment of the
likelihood of confusion must, as regards the visual, aural or conceptual similarity of the marks in question, be
based on the overall impression created by them, bearing in mind, in particular, their distinctive and dominant
components (SABEL, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25). In addition, the Court of
Justice has held that it is possible that mere aural similarity between trade marks may create a likelihood of
confusion (Lloyd Schuhfabrik Meyer, paragraph 28).

71 It is therefore necessary to compare the visual, aural and conceptual aspects of the conflicting signs.

72 As regards visual comparison, the Board of Appeal held that, although the contested mark GIORGIO AIRE
bears some resemblance to the earlier marks in that the word GIORGI occurs in all the earlier marks and is
contained in the word giorgi, there are none the less a number of major differences between it and the earlier
marks. The earlier marks all contain significant figurative elements and an additional verbal element (LINE or
MISS). The contested mark also contains an additional verbal element, `aire', which appears in capital letters
of the same size as the word `giorgio' (paragraph 18 of the contested decision).

73 In that connection, it must be observed that the fact that the earlier marks and the contested mark contain
the words `giorgi' and `giorgio', which bear a certain resemblance to one another, is of little consequence in
the context of a global comparison and is not in itself sufficient to justify the conclusion that the conflicting
signs are visually similar.

74 Because the signs contain other word elements, namely the words `line' and `miss' in the earlier marks and
the word `aire' in the contested mark, the overall impression conveyed by each sign is different. In addition,
the earlier marks include figurative elements in an individual and original configuration.

75 It follows that the Board of Appeal was right to hold that the differences between the conflicting signs are
sufficient to support the conclusion that they are not visually similar.

76 The Board of Appeal did not specifically evaluate the signs in question with a view to a phonetic
comparison. It merely stated that whilst the contested mark GIORGIO AIRE resembles the earlier marks in so
far as the word `giorgi' occurs in all the earlier marks and is contained within the word `giorgio', there are
none the less important differences between the marks (paragraph 18 of the contested decision).

77 It must be observed in that connection that there are significant differences between the conflicting signs
and that the similarities between them are negligible by comparison with the differences. The contested mark
is composed of four syllables (gior-gio-ai-re), of which only one, the syllable
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`gior', is the same as the syllables occurring in the earlier marks, which are composed of three syllables
(miss-gior-gi) and four syllables (gior-gi-li-ne)

78 The conflicting signs accordingly have fewer phonetic elements in common than not. The marks in
question must therefore be regarded as phonetically dissimilar.

79 As regards the conceptual comparison of the conflicting signs, the Board of Appeal agreed with the
applicant for a declaration of invalidity (the applicant before this Court) that the conflicting marks cannot be
similar from this perspective because the word `giorgio' is dominant in the contested mark GIORGIO AIRE,
while the word `aire' is descriptive of the qualities of the goods covered by the trade mark and cannot
therefore be distinctive in relation to them.

80 In that connection, it must be observed with regard to the contested mark that the word `aire', apart from
being non-descriptive of the goods in question, has a semantic importance which, combined with that of the
man's first name GIORGIO, produces a whole that is conceptually different from the earlier marks, and in
particular from the components other than GIORGI, namely the words `line' and `miss'.

81 Secondly, it must be observed that, contrary to the applicant's contention, words such as `giorgi' and
`giorgio' are not characteristic for perfumery and cosmetics. As the Board of Appeal observed, in view of the
prevalence of real or assumed Italian names in the perfume market, and the fact that consumers are used to
trade marks which contain common names, they will not assume that every time a particular common name
occurs in a trade mark in conjunction with other elements, verbal or figurative, the goods in question all
emanate from the same source (paragraph 18 of the contested decision).

82 Consequently, the Board of Appeal was right to conclude that there is no conceptual concurrence between
the signs in question.

83 Accordingly, even though there is identity and similarity between the goods covered by the conflicting
marks in this case, the visual, aural and conceptual differences between the signs constitute sufficient grounds
for holding that there is no likelihood of confusion in the mind of the targeted public (Case T-110/01 Vedial
v OHIM (HUBERT) [2002] ECR II-0000, paragraph 63).

84 In the light of the foregoing, the Board of Appeal was entitled to conclude that there is no likelihood of
confusion between the contested mark GIORGIO AIRE and the earlier Spanish marks MISS GIORGI (No 1
747 374), GIORGI LINE (No 1 747 375) and GIORGI LINE (No 1 789 484). The second plea in law,
alleging infringement of Regulation No 40/94, must therefore be rejected.

85 It follows that the application must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002.

Sykes Enterprises, Incorp. v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - REAL PEOPLE, REAL SOLUTIONS - Absolute ground for refusal -
Distinctive character - Article (7)(1)(b) of Regulation No 40/94.

Case T-130/01.

1. Community trade mark - Definition and acquisition of the Community trade mark - Signs capable of
constituting a trade mark - Signs used also as promotional slogans - Condition - Distinctiveness

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - REAL PEOPLE, REAL SOLUTIONS'

(Council Regulation No 40/94, Art. 7(1)(b))

$$1. Registration under Regulation No 40/94 on the Community trade mark of a trade mark which consists of
signs or indications that are also used as advertising slogans, indications of quality or incitements to purchase
the goods or services covered by that mark is not excluded as such by virtue of such use. However, a sign
which fulfils functions other than that of a trade mark is only distinctive for the purposes of Article 7(1)(b) of
the regulation if it may be perceived immediately as an indication of the commercial origin of the goods or
services in question, so as to enable the relevant public to distinguish, without any possibility of confusion,
the goods or services of the owner of the mark from those of a different commercial origin.

(see paras 19-20 )

2. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark trade marks which are devoid
of any distinctive character' are not to be registered. The registration of REAL PEOPLE, REAL SOLUTIONS'
for telemarketing (Class 35 of the Nice Agreement), computer hardware maintenance (Class 37), and technical
support services for the computer industry, computer services, computer functional testing consulting services
for computer software producers and users, customer support services, database conversion services, custom
writing and text editing and translating services for product information for others, and navigational services
(Class 42), is devoid of distinctive character.

The sign is composed of a configuration of words which, taken as a whole, have an independent meaning and
is thus easily understood as signifying that the services consist in providing pragmatic solutions devised by
and for real people. It will therefore be perceived by the relevant public primarily as a promotional slogan,
based on its inherent meaning, rather than as a trade mark.

(see paras 17, 26, 30 )

In Case T-130/01,

Sykes Enterprises, Incorp., established in Tampa, Florida (United States), represented by E. Körner, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J. Crespo
Carrillo, acting as Agent,
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defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 7 March 2001 (Case R 504/2000-3), relating to registration of
REAL PEOPLE, REAL SOLUTIONS,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 11 June 2001,

having regard to the response lodged at the Registry of the Court of First Instance on 7 September 2001,

further to the hearing on 1 October 2002,

gives the following

Judgment

Background

1 On 11 January 1999, the applicant filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration is sought was the sign REAL PEOPLE, REAL
SOLUTIONS.

3 The services in respect of which registration is sought are in Classes 35, 37 and 42 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond, for each class, to the following descriptions:

Telemarketing' within Class 35;

Computer hardware maintenance' within Class 37; and

Technical support services for the computer industry, namely technical support services to users of computer
hardware and software; computer services, namely, computer programming, software design and development,
software application development, data processing consulting, systems operation, and maintenance for others;
computer functional testing consulting services for computer software producers and users; customer support
services, namely, providing information regarding computers through a customer service telephone call center;
database conversion services; custom writing and text editing and translating services for product information
for others, namely, user and reference documentation, maintenance documentation, and development of product
information to be published by means of a computer network; navigational services' within Class 42.

4 By decision of 15 March 2000, the examiner refused the application under Article 38 of Regulation No
40/94, on the ground that the sign was not distinctive for the purposes of Article 7(1)(b) of that regulation.
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5 On 12 May 2000, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against the
examiner's decision.

6 By decision of 7 March 2001 (hereinafter the contested decision'), the Third Board of Appeal dismissed the
appeal.

7 The Board found in essence that the claimed sign could not fulfil the essential function of a trade mark
because it was a slogan commonly used in the sector concerned and would be understood by the relevant
public as a mere promotional slogan and not as an indication of the commercial origin of the services.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to publish the trade mark application;

- order the defendant to pay the costs.

9 The Office contends that the Court should:

- dismiss the appeal;

- order the applicant to pay the costs.

10 At the hearing, the applicant withdrew its request that the Court order the Office to publish the trade mark
application.

Law

11 The applicant advances a single plea in law in support of its application, alleging infringement of Article
7(1)(b) of Regulation No 40/94.

Arguments of the parties

12 The applicant considers, first of all, that, contrary to the view taken by the Board of Appeal, whilst the
trade mark is a slogan, it is not a statement of any message. Thus, the Board of Appeal takes between 12 and
19 words to explain the connotation of the slogan, which comprises four words, and this clearly shows how
unique it is.

13 Secondly, the applicant argues that the two meanings of the slogan suggested by the Board of Appeal are
not the only possible ones. Native English speakers read into the mark claimed meanings other than those
conveyed to persons who merely understand English.

14 Thirdly, the applicant observes that a trade mark application analogous to that at issue in this case was
published by the United Kingdom Patent Office, which did not raise any objections, even though it has the
same standards for deciding distinctiveness as the Office. In that connection the applicant observes that its
mark was registered in the United States and Canada, and it produced the certificates of registration of the
mark in those countries and in the United Kingdom at the hearing. The applicant also argued at the hearing
that the Office has registered trade marks comparable to that for which it has applied, such as real people. real
solutions. real estate' and People and Solutions'.

15 The Office acknowledges that slogans are signs that are capable of having the function of a trade mark.
However, it argues that the slogan Real People, Real Solutions' is used by a number of companies in the
applicant's field of activity, which suggests that the term is not understood as a trade mark denoting the
commercial origin of the services concerned. In addition, the slogan
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indicates the nature of the solutions being offered and the persons by whom they are offered or to whom they
are addressed.

16 As regards the trade marks applied for or registered by national offices, the Office argues that it is not
bound by other registrations which may have been made according to different criteria than those used by it.
In regard to its own decisions, the Office explained at the hearing that it cannot comment on or compare
registrations that were based on the circumstances in each case.

Findings of the Court

17 Under Article 7(1)(b) of Regulation No 40/94 trade marks which are devoid of any distinctive character'
are not to be registered.

18 The signs devoid of any distinctive character referred to in Article 7(1)(b) of Regulation No 40/94 are
incapable of performing the essential function of a trade mark, namely that of identifying the commercial
origin of the goods or services, thus enabling the consumer who purchased them to repeat the experience if it
proves to be positive, or to avoid it if it proves to be negative, on the occasion of a subsequent acquisition.

19 Registration of a trade mark which consists of signs or indications that are also used as advertising
slogans, indications of quality or incitements to purchase the goods or services covered by that mark is not
excluded as such by virtue of such use (see, by way of analogy, the judgment in Case C-517/99 Merz &
Krell [2001] ECR I-6959, paragraph 40).

20 However, a sign which fulfils functions other than that of a trade mark is only distinctive for the purposes
of Article 7(1)(b) of Regulation No 40/94 if it may be perceived immediately as an indication of the
commercial origin of the goods or services in question, so as to enable the relevant public to distinguish,
without any possibility of confusion, the goods or services of the owner of the mark from those of a different
commercial origin.

21 A sign's distinctiveness can only be assessed, firstly, by reference to the goods or services in respect of
which registration is sought and, secondly, on the basis of the perception of that sign by the relevant public.

22 It must be observed at the outset in this case that the Board of Appeal found that the term REAL
PEOPLE, REAL SOLUTIONS as such, or very similar variations thereof, is commonly used in the applicant's
field of activity. In that regard it should be borne in mind that a sign that is commonly used will not enable
consumers immediately and with certainty to distinguish the goods or services of the owner of the mark to
which that sign relates from those of other undertakings (see, to that effect, the judgment in Case T-79/00
Rewe Zentral v OHIM (LITE) [2002] ECR II-705, paragraphs 33 and 35).

23 However, that finding cannot be arrived at purely on the basis of the factors contained in the decision on
this point. It is not possible to discern from the decision whether the examples of use of the sign produced by
the Board relate, firstly, to use that occurred prior to or after the date of filing of the trade mark application,
or, secondly, to possible use by third parties with the applicant's consent. Accordingly, the fact that the sign is
commonly used in relation to the services claimed cannot in this case justify the finding that the sign in
question lacks distinctiveness.

24 It must first of all be pointed out, with regard to the relevant public, that the services in question are
aimed at a particular class of persons, namely users of goods and services connected with information
technology. Those persons' awareness will thus be relatively high in relation to signs, and in particular marks,
likely to indicate a commercial origin guaranteeing the compatibility of the goods or service purchased with
their computing equipment (see, to that effect, the judgment in Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 26). Their awareness
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is liable to be relatively low, on the other hand, when it comes to purely promotional indications, which
well-informed consumers do not see as decisive.

25 As regards the perception of the sign REAL PEOPLE, REAL SOLUTIONS by the relevant public, it must
be pointed out that the Board of Appeal found the slogan to be composed of commonplace words which are
understood by that public as a simple laudatory formula and not as an indication of the commercial origin of
the services in question.

26 In that connection the Court finds that, whilst the sign does not have a direct and exclusive descriptive
connotation, it is none the less composed of a configuration of words which, taken as a whole, have an
independent meaning. Thus, the sign is easily understood as signifying that the applicant's services consist in
providing pragmatic solutions devised by and for real people.

27 With regard to the applicant's argument that it takes between 12 and 19 words to explain what the slogan
means, it is sufficient, by way of rebuttal, to observe that those words simply describe the two concepts
mentioned above, which they condense into one linguistically correct phrase. Similarly, the argument that the
slogan does not constitute a complete statement must be dismissed, since it has been found above that the
slogan conveys an immediately comprehensible meaning. As to the examples produced by the applicant at the
hearing suggesting that the slogan has meanings other than those attributed to it by the Board, it must be
observed that those meanings are in fact all similar, and that they do not depart from the common meaning of
the words constituting the slogan. Nor has any meaning been put forward other than that mentioned above
that might suggest itself to the relevant public, including native English speakers, or any indication been given
as to whether that alternative meaning could have any application outside the promotional and advertising
context.

28 Furthermore, there is nothing about the term REAL PEOPLE, REAL SOLUTIONS that might, beyond its
obvious promotional meaning, enable the relevant public to memorise the sign easily and instantly as a
distinctive trade mark for the services designated. Even if the sign were used alone, without any other sign or
trade mark, the relevant public could not, in the absence of prior knowledge, perceive it other than in its
promotional sense.

29 Since the relevant consumer is not very attentive if a sign does not immediately indicate to him the origin
and/or intended use of the object of his intended purchase, but just gives him purely promotional, abstract
information, he will not take the time either to enquire into the sign's various possible functions or mentally to
register it as a trade mark.

30 The Court therefore concludes that the sign will be perceived by the relevant public primarily as a
promotional slogan, based on its inherent meaning, rather than as a trade mark.

31 Finally, as to the applicant's arguments on national applications and earlier decisions of the Office, it must
be borne in mind that it is settled case-law, first of all, that the Community trade mark system is autonomous
and, secondly, that the legality of decisions of the Boards of Appeal is to be assessed purely by reference to
Regulation No 40/94, and not the Office's practice in earlier decisions (see judgments in Cases T-122/99
Procter & Gamble v OHIM (soap bar shape) [2000] ECR II-265, paragraphs 60 and 61; T-32/00 Messe
München v OHIM (electronica) [2000] ECR II-3829, paragraph 47; and T-106/00 Streamserve v OHIM
(STREAMSERVE) [2002] ECR II-723, paragraph 66). Accordingly, the Office is bound neither by national
registrations nor by its own previous decisions. Furthermore, as the Office rightly argued, neither the reference
to a national registration that postdates the examiner's refusal of the application for registration, nor the
reference to registrations by the Office that are open to subsequent challenge before the bodies responsible for
reviewing their legality, may be accepted as relevant.

32 In the light of the foregoing considerations, the plea alleging infringement of Article 7(1)(b) of Regulation
No 40/94 must be dismissed. Accordingly the application must be dismissed as unfounded.
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Costs

33 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by the Office, since the latter has applied for costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

DOCNUM 62001A0130

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2001 ; A ; judgment

PUBREF European Court reports 2002 Page II-05179

DOC 2002/12/05

LODGED 2001/06/11

JURCIT 31994R0040-A07P1LB : N 17 - 32
61997J0342 : N 24
61999A0122 : N 31
61999J0517 : N 19
62000A0032 : N 31
62000A0079 : N 22
62000A0106 : N 31

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

© An extract from a JUSTIS database



62001A0130 European Court reports 2002 Page II-05179 7

NATIONA X USA

NOTES Kaempf, Markus: European Law Reporter 2003 p.61-63
Kabel, Jan J.C.: Intellectuele eigendom & Reclamerecht 2003 p.108

PROCEDU Application for annulment - unfounded

DATES of document: 05/12/2002
of application: 11/06/2001

© An extract from a JUSTIS database



62001A0129 European Court reports 2003 Page II-02251 1

Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. José Alejandro, SL v Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Opposition procedure - Earlier national word marks BUD - Application for Community word mark

BUDMEN - Relative ground for refusal - Article 8(1)(b) of Regulation No 40/94. Case T-129/01.

In Case T-129/01,

José Alejandro SL, established in Alicante (Spain), represented by I. Temiño Ceniceros, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by F. Lopez
de Rego and J.F. Crespo Carrillo, acting as Agents,

defendant,

intervener,

Anheuser-Busch Inc., established in Saint Louis, Missouri (United States), represented by V. von Bomhard,
lawyer,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 20 March 2001 (Case R 230/2000-1), concerning an opposition
procedure between Anheuser-Busch Inc. and José Alejandro SL,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on 22 January 2003,

gives the following

Judgment

Costs

69 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by the Office and the intervener in accordance with the forms of
order sought by them.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Background to the dispute
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1 On 7 May 1996 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (`the Office'), pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1).

2 The trade mark in respect of which registration was sought is the word sign `BUDMEN'.

3 The goods in respect of which registration of the trade mark was sought were in Classes 10, 16 and 25 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions
for each class:

- Class 10: orthopaedic footwear;

- Class 16: stationery; plastic materials for packing (not included in other classes) and packing materials of
paper and cardboard;

- Class 25: clothing, footwear, headgear.

4 The application was published in Community Trade Marks Bulletin No 14/98 of 2 March 1998.

5 On 1 June 1998, the intervener lodged a notice of opposition pursuant to Article 42 of Regulation No
40/94. The opposition is directed against the registration of the mark claimed, for all goods covered by the
trade mark application. The ground relied on in support of the opposition was the likelihood of confusion
referred to in Article 8(1)(b) of Regulation No 40/94. The opposition is based on the existence of earlier
national trade marks registered in Denmark (No 6703.1993) for all goods in Classes 16 and 25; in Ireland,
first, for books, printed matters, stationery, writing instruments, calendars, greeting cards, clipboards, portfolios
and binders, office requisites (other than furniture), labels, bumper stickers, posters, playing cards, paper
tablecloths and napkins, coasters, paper filters and handkerchiefs, photographs, postcards, albums, wrapping
paper, transfers (decalcomanias), all included in Class 16 (No 151535) and, second, for clothing, footwear,
headgear, sweatshirts, T-shirts, caps and socks, in Class 25 (No 151537); and in the United Kingdom, first, for
books, printed matter, stationery, writing instruments, calendars, greeting cards, clipboards, portfolios and
binders, office requisites (other than furniture), labels, bumper stickers, posters, playing cards, paper tablecloths
and napkins, coasters, paper filters and handkerchiefs, photographs, postcards, albums, wrapping paper,
transfers (decalcomanias), but not including adhesives, adhesive substances and adhesive materials and goods
of the same description as adhesives, adhesive substances and adhesive materials in Class 16 (No 1458297)
and, second, for sweatshirts, T-shirts, jackets, ponchos, visors, sweaters, cardigans, jump-suits and vests, shorts,
tracksuits, night-shirts, housecoats, underwear, scarves, swimwear beach robes, shorts, caps, skiing suits,
leotards, anoraks, trousers, skirts, shirts, blouses, jeans, ties, socks, belts, gloves, dresses, hosiery, beach
slippers, boots, shoes, slippers and sandals, all included in Class 25 (No 1458299). Those marks are
represented by the word mark `BUD'.

6 By decision of 17 December 1999, the Office's Opposition Division partially upheld the opposition and
refused registration of the mark claimed for the goods `clothing, footwear and headgear' in Class 25 on the
grounds that the sign `BUD' in the earlier Danish mark No 6703.1993 was identical to the first syllable of the
sign BUDMEN covered by the mark claimed and that the Class 25 goods designated by the two marks were
identical, which was likely to create confusion in the mind of the public in Denmark.

7 On 21 February 2000 the applicant filed an appeal at the Office under Article 59 of Regulation No 40/94
against the Opposition Division's decision.

8 The appeal was dismissed by a decision of the First Board of Appeal of 20 March 2001 (`the
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contested decision'), which was notified to the applicant on 27 March 2001.

9 The Board of Appeal found that the decision of the Opposition Division was well founded, given that there
was a likelihood of confusion in the mind of the public owing to the fact that the goods designated by the
mark claimed and the earlier marks registered in Denmark (No 6703.1993), Ireland (No 151537) and the
United Kingdom (No 1458299) (`the earlier marks') were identical and the fact that the conflicting signs
`BUD' and `BUDMEN' were visually, phonetically and conceptually similar (paragraph 15 and 19 to 21 of the
contested decision).

Procedure and forms of order sought

10 By an application drawn up in Spanish and lodged at the Registry of the Court on 11 June 2001 the
applicant brought this action.

11 By a document of 3 September 2001, the intervener lodged its objection, pursuant to the first subparagraph
of Article 131(2) of the Rules of Procedure of the Court of First Instance, to Spanish being used as the
language of the case before the Court of First Instance and asked that English be the language of the case. In
support of its objection, it referred to the fact that English had been the second language of the trade mark
application pursuant to Article 115(3) of Regulation No 40/94 and had been the language of the case before
the Opposition Division and the Board of Appeal.

12 Acting pursuant to the third subparagraph of Article 131(2) of the Rules of Procedure, the Court
designated Spanish as the language of the case, in view of the fact that the applicant had lodged the contested
trade mark application in Spanish, in accordance with Article 115(1) of Regulation No 40/94.

13 The Office lodged its defence on 21 September 2001, whilst the intervener lodged its statement in
intervention on 2 January 2002. The applicant lodged a reply on 8 April 2002. The Office lodged a rejoinder
on 25 June 2002.

14 By way of measure of organisation of procedure, the Court asked the applicant to clarify the form of order
sought at the hearing.

15 The hearing was held on 22 January 2003. The intervener did not attend the hearing; its representative had
informed the Court that it was unable to attend due to events outside its control. The Court did not deem it
necessary to ask the intervener to lodge written observations on the question posed to the applicant.

16 The President of the Second Chamber closed the oral procedure on 26 March 2003.

17 The applicant claims that the Court should:

- vary the contested decision, uphold the action and grant the application for a Community trade mark for all
Class 25 goods;

- in the alternative, vary the contested decision, uphold the action and grant the Community trade mark
application in respect of footwear;

- order the parties to bear their own costs.

18 The Office contends that the Court should:

- dismiss the applicant's application;

- order the applicant to pay the costs.

19 The intervener contends that the Court should:
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-- dismiss the applicant's application and uphold the contested decision;

- order the applicant to pay the costs, including those incurred by the intervener.

20 At the hearing, the applicant explained that by the term `vary' it actually meant annulment of the contested
decision.

Admissibility of the applicant's forms of order sought

21 In the second part of its first and second heads of claim, the applicant asks the Court to grant the
application for a Community trade mark for all Class 25 goods and, in the alternative, in respect of footwear
only. The applicant is thus asking that the Office be ordered to register the mark claimed for the goods in
question.

22 It is appropriate to recall that, under Article 63(6) of Regulation No 40/94, the Office is required to take
the measures necessary to comply with the judgment of the Community judicature. Accordingly, it is not for
the Court of First Instance to issue orders to the Office. It is for the latter to draw the appropriate inferences
from the operative part of the Court's judgments. The applicant's head of claim asking for the Community
trade mark application to be granted for all Class 25 goods and, in the alternative, in respect of footwear only,
is therefore inadmissible (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM (Giroform) [2001] ECR
II-433, paragraph 33; and Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683,
paragraph 12).

Claim for annulment of the contested decision

23 The applicant puts forward a single plea in law, alleging infringement of Article 8(1)(b) of Regulation No
40/94.

Arguments of the parties

24 With respect to the comparison of the conflicting signs, the applicant disagrees with the Board of Appeal's
finding in paragraph 19 of the contested decision that there is a visual similarity between the signs `BUD' and
`BUDMEN', since the only difference between them is the syllable `MEN' in the mark claimed. The applicant
maintains that the visual differences between the marks are obvious because the signs in question do not
contain any drawings, they have a single syllable in common and the last syllable of the sign in the mark
claimed definitely produces a visual dissimilarity.

25 With respect to the phonetic comparison of the signs in question, the applicant states that the second
syllable `MEN' of the mark claimed, which is necessarily pronounced audibly and clearly in all the languages
of the European Union, has a major impact on the pronunciation of the sign `BUDMEN', which eliminates
any phonetic similarity between the marks in question. In addition, the pronunciation of the earlier national
mark, `BUD', is short, concise and hard, whilst the mark claimed, `BUDMEN', is longer.

26 Lastly, as regards the conceptual comparison of the signs, the applicant states that the word `BUDMEN'
has no meaning in English or Danish, the languages of the relevant public, because it is a coined term
comprising a random or original combination of two syllables, which confer distinctive character on the mark
claimed.

27 The applicant adds that the Board of Appeal was wrong to find in paragraph 21 of the contested decision
that the average consumer could perceive the disputed mark as a variant of the earlier national marks because
the distinctive element of the marks is `BUD' and that he might therefore understand `MEN' as indicating the
intended purpose. According to the applicant, in order to indicate that Class 25 goods are intended for men, it
is not necessary or sufficient to use `MEN' together with the distinctive element of a mark. On the contrary,
marks which are intended to designate
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the purpose of a Class 25 product are usually made up of a distinctive element followed by the expression
`for men', `for women' or `for children'. In its reply the applicant referred to documents in order to show that
some known marks in the men's clothing sector do not use signs comprising the term `MEN'.

28 As regards the comparison of the goods, the applicant does not contest the Board of Appeal's finding in
paragraph 15 of the contested decision that the goods designated by the earlier national marks and the mark
claimed are identical.

29 Turning to the marketing aspects of the goods in question, the applicant states that the intervener's Class
25 goods are distributed by way of promotion or marketing linked to the beer brand `BUD'. It supports this
statement using documents attached as annexes to the application. It also argues that the intervener has not
demonstrated that it used its mark for footwear, which is the applicant's main centre of interest. In support of
its contention, the applicant produces as annexes to the application seven statements by representatives of
marketing firms on the absence of likelihood of confusion between the marks in question and on the
distinctive character of the mark claimed.

30 In addition, the applicant states that, in Case 144/81 Keurkoop [1982] ECR 2853, the Court stated at
paragraph 24 that the exclusive rights conferred by a mark may not be relied on improperly when the
principal purpose of the mark is not compromised. The applicant states in its reply that that principle clearly
served as inspiration for Regulation No 40/94 and First Council Directive 89/104/EEC of 21 December 1988
to approximate the laws of the Member States relating to trade marks (OJ 1988 L 40, p. 1) and may be read
implicitly into the Office's decisions.

31 Lastly, the applicant refers to its Spanish trade mark registration No 1.984.896 BUDMEN. According to
the applicant, the decision by the Spanish patent and trade mark office to accept the mark, following
opposition by the intervener concerning the earlier national trade mark BUD, shows that the two marks coexist
on the market without engendering confusion in the minds of consumers. In addition, the numerous
registrations of Community, international and national marks in Class 25 containing the sign `BUD' (including
BUDGIE and BUDDYZ registered in the United Kingdom and BUDDY registered in Denmark, which cover
Class 25 goods) show that the intervener does not have a monopoly or exclusive right over the sign `BUD'.

32 The Office submits, as a preliminary point, that it is refraining from intervening in aspects of the dispute
which, by their nature, concern only the debate between the applicant and the intervener and that its
arguments relate only to the questions concerning the application of the Community trade mark rules, which it
contends must be clarified.

33 As regards the comparison of the marks, the Office contends that the conflicting signs are visually,
phonetically and conceptually similar. It submits that, conceptually, the sign BUDMEN may give rise to a
separation of the elements `BUD' and `MEN'. It submits that the latter element is descriptive and devoid of
distinctive character because it refers to the purpose of the goods covered by the mark claimed.

34 In conclusion, the Office submits that the Board of Appeal rightly applied the relevant legislation and
case-law in holding there to be a likelihood of confusion of the conflicting signs.

35 The intervener submits that the Opposition Division and the Board of Appeal rightly held that there is a
likelihood of confusion between the marks. The marks at issue are visually, phonetically and conceptually
similar. It contends that the suffix `MEN' in BUDMEN, the mark claimed, is perceived not only by
English-speaking consumers but also by the Danish public as a descriptive element indicating the masculine
nature or purpose of the `clothing, footwear and headgear' covered by the mark claimed. Thus, it submits that
the suffix `MEN' is secondary to the dominant element `BUD' perceived as indicating the origin of the goods.
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Findings of the Court

36 Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the mark claimed is not to be registered `if because of its identity with or similarity to the earlier trade
mark and the identity or similarity of the goods or services covered by the trade marks there exists a
likelihood of confusion on the part of the public in the territory in which the earlier trade mark is protected;
the likelihood of confusion includes the likelihood of association with the earlier trade mark'. Article 8(2)(a)(ii)
of Regulation No 40/94 provides that an earlier trade mark is a trade mark registered in a Member State with
a date of application for registration which is earlier than the date of application for registration of the
Community trade mark.

37 According to the case-law on the interpretation of Article 4(1)(b) of Directive 89/104, a provision whose
regulatory content is in essence the same as Article 8(1)(b) of Regulation No 40/94, the likelihood that the
public might believe that the goods or services in question come from the same undertaking or, as the case
may be, from economically-linked undertakings, constitutes a likelihood of confusion (Case C-39/97 Canon
[1998] ECR I-5507, paragraph 29; Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph
17; Case T-104/01 Oberhauser v OHIM - Petit Libero (Fifties) [2002] ECR II-4359, paragraph 25).

38 According to the same case-law, the likelihood of confusion on the part of the public must be assessed
globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95 SABEL
[1997] ECR I-6191, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18; and Case
C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40; Fifties, paragraph 26).

39 That global assessment implies some interdependence between the factors taken into account, and in
particular the similarity between the trade marks and between the goods or services identified. Accordingly, a
lesser degree of similarity between the goods or services may be offset by a greater degree of similarity
between the marks, and vice versa (Canon, paragraph 17 and Lloyd Schuhfabrik Meyer, paragraph 19). The
interdependence of those factors is expressly referred to in the seventh recital in the preamble to Regulation
No 40/94, according to which the concept of similarity is to be interpreted in relation to the likelihood of
confusion, the assessment of which depends, inter alia, on the recognition of the trade mark on the market and
the degree of similarity between the mark and the sign and between the goods or services designated.

40 In addition, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23 and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average
consumer of products concerned is deemed to be reasonably well-informed and reasonably observant and
circumspect. In addition, account should be taken of the fact that the average consumer only rarely has the
chance to make a direct comparison between the different marks but has to place his trust in the imperfect
image of them that he has retained in his mind. It should also be borne in mind that the average consumer's
level of attention is likely to vary according to the category of goods or services in question (Lloyd
Schuhfabrik Meyer, paragraph 26).

41 In this case, since the earlier marks are registered in Denmark, Ireland and the United Kingdom and the
products in question are general consumer goods (clothing, footwear and headgear), the relevant public in
relation to which likelihood of confusion must be assessed is composed of average consumers in those three
Member States (see, to this effect, Case T-388/00 Institut für Lernsysteme v OHIM - Educational Services
(ELS) [2002] ECR II-4301, paragraph 48).
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42 In light of the foregoing considerations it is appropriate to examine the comparison of the goods concerned
and the conflicting signs carried out by the Board of Appeal.

43 The Board of Appeal held that the Class 25 goods covered by the earlier national marks are identical to
the goods `clothing, footwear and headwear' covered by the trade mark application (paragraph 15 of the
contested decision). The applicant does not contest the Board of Appeal's finding on this point.

44 It is therefore common ground that there is identity between the goods covered by the conflicting marks.

45 As regards comparison of the signs, according to the case-law, the global assessment of the likelihood of
confusion must, as regards the visual, aural or conceptual similarity of the marks in question, be based on the
overall impression created by them, bearing in mind, in particular, their distinctive and dominant components
(SABEL, paragraph 23 and Lloyd Schuhfabrik Meyer, paragraph 25). It is therefore necessary to compare the
conflicting signs in this case at the visual, aural and conceptual levels.

46 The Board of Appeal rightly stated in paragraph 19 of the contested decision that the two signs are word
marks written in normal typing and capital letters. The earlier marks comprise a single, three-letter syllable.
The mark claimed comprises two syllables of three letters each.

47 As regards the visual comparison, the Court notes that the first syllable of the Community mark claimed,
`BUD', corresponds to the only syllable of the sign constituting the earlier marks and that the only difference
is that the Community mark claimed also includes a second syllable, `MEN'. As rightly pointed out by the
intervener, the suffix `MEN' must be viewed as ancillary to the element `BUD', since it occupies second place
in the sign. The Court also notes that the sign constituting the earlier national marks is included in its entirety
in the mark claimed.

48 In regard to the aural comparison, the Board of Appeal states that both signs begin with the same letters
and are pronounced in the same manner, with the second syllable of the Community mark claimed being less
audible than the first syllable. The Board of Appeal concludes that the marks are therefore phonetically similar
(paragraph 20 of the contested decision).

49 The Court finds that the element `BUD', the only component of the earlier national marks, also constitutes
the first syllable of the mark claimed, accentuates it and therefore is predominant in relation to the second
syllable, `MEN'.

50 Since the dominant syllable of the mark claimed and the earlier national marks are identical, the Court
finds that the Board of Appeal was right in holding that the marks in question are visually and phonetically
similar.

51 As regards the conceptual comparison of the conflicting marks, the Court notes that, as rightly pointed out
by the Office and the intervener, the element `MEN' constitutes the English word `men' and may be
understood as such in English-speaking parts of the Community and in Member States such as Denmark,
where English is a widely-understood language. In those circumstances, it is quite likely that the relevant
public will view the mark `BUDMEN' as a derivation of the sign `BUD'.

52 The Court observes that, given the differences which usually exist between clothing for men and women,
the conveying of the information to the public that the clothing is intended for male customers represents an
essential characteristic of the goods in question which is taken into account by the relevant public (Case
T-219/00 Ellos v OHIM (ELLOS) [2002] ECR II-753, paragraph 34).

53 Accordingly, the suffix `MEN' in the mark claimed is likely to carry a suggestive or even descriptive
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connotation for the relevant public that the `clothing, footwear and headwear' covered by that mark are
intended for male customers. The Court notes that the public will not generally consider a descriptive element
forming part of a complex mark as the distinctive and dominant element of the overall impression conveyed
by that mark.

54 It follows that, from a conceptual viewpoint, the first syllable `BUD' must be viewed as the dominant
element of the mark claimed.

55 In the context of the global assessment of the likelihood of confusion, it must be borne in mind that the
average consumer retains only an imperfect image of the mark and accords preponderant importance to the
predominant component of the mark enabling him, on the occasion of a subsequent purchase, to identify the
mark in question. Consequently, when the average consumer finds clothing products designated by the mark
`BUDMEN', the likelihood that he might associate those clothing products with clothing products marketed
under the earlier mark `BUD' is very probable and indeed plain (see, to this effect, Fifties, paragraph 48).

56 Turning to the conditions under which the products in question are marketed, the applicant's argument
based on the earlier national marks' being associated with beer whereas the mark claimed refers only to
footwear cannot avail it. The intervener in this case has not referred to any reputation its earlier marks may
have in relation to beer; nor did it show that they had acquired a reputation in respect of the products for
which they were registered, particularly clothing. In those circumstances, as the intervener rightly pointed out,
the reference to the current use of the marks and their possible association with the mark claimed is devoid of
relevance.

57 It is appropriate, however, to examine the objective conditions under which the marks may be in
opposition on the market. It must be observed that it is common in the clothing sector for the same mark to
be configured in various different ways according to the type of product which it designates. It is also
common for a single clothing manufacturer to use sub-brands (signs that derive from a principal mark and
which share with it a common dominant element) in order to distinguish his various lines from one another
(women's, men's, youth). In such circumstances it is conceivable that the relevant public may regard the
clothing designated by the conflicting marks as belonging, admittedly, to two distinct ranges of products but
as coming, none the less, from the same undertaking (see, to this effect, Fifties, paragraph 49). Accordingly,
the Board of Appeal was right to find that the public might believe that the products designated by the mark
BUDMEN formed part of a new range of products and were marketed by the proprietor of the `BUD' mark or
by an economically-linked undertaking (paragraph 22 of the contested decision).

58 Accordingly, regard being had to the nature of the products covered by the conflicting marks, the
differences between the signs are not sufficient to dispel the likelihood of confusion in the mind of the
relevant public.

59 In addition, the interdependence of the various factors to be taken into account in the overall assessment of
the likelihood of confusion confirms that conclusion. It is common ground that the products covered by the
mark claimed and those covered by the earlier national marks are identical. The corollary of that identity is
that the scope of any differences between the signs in question is reduced. As the Court has observed, there
may be a likelihood of confusion, notwithstanding a lesser degree of similarity between the trade marks, where
the goods or services covered by them are very similar and the earlier mark is highly distinctive (Lloyd
Schuhfabrik Meyer, paragraph 21 and ELS, paragraph 77).

60 This finding is not invalidated by the applicant's other arguments.

61 Firstly, with respect to the applicant's argument that the contested decision is inconsistent with earlier
decisions of the Opposition Division and the Board of Appeal of the Office, it must
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be observed that the applicant has not established the existence of situations comparable to the one at issue
here. Next, it should be borne in mind that the legality of decisions of the Boards of Appeal is to be assessed
purely by reference to Regulation No 40/94, as interpreted by the Community Courts, and not the Office's
practice in earlier decisions (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829,
paragraph 47; and Case T-130/01 Sykes Enterprises v OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002]
ECR II-0000, paragraph 31). Accordingly, the argument based on possible inconsistency between the contested
decision and the Office's earlier decisions cannot avail the applicant.

62 Turning, secondly, to the applicant's argument that the Spanish patent and trade mark office decided to
accept its Spanish trade mark registration No 1.984.896 `BUDMEN', following opposition by the intervener
concerning the earlier trade mark BUD, a decision which it alleges shows that the two marks may coexist on
the market without engendering confusion in the minds of consumers, the Court finds, as stated by the Office
and the intervener, that the earlier marks at issue in this case are protected in the United Kingdom, Ireland
and Denmark. Spain is, therefore, not the relevant territory for the purposes of examining the likelihood of
confusion between the conflicting marks. It follows that the argument based on the coexistence of the marks
in Spain is irrelevant.

63 Thirdly, with respect to the applicant's arguments concerning the existence of Community, international and
national trade marks registered for Class 25 goods containing the sign `BUD' which, in its view, shows that
the intervener does not have a monopoly or exclusive right over the sign, suffice it to observe that those
marks are in no way related to the present case, as the Office has pointed out. Those allegations are thus
irrelevant for the purposes of examining the likelihood of confusion between the conflicting marks in this
case.

64 As regards the applicant's argument inferred from Keurkoop, according to which the exclusive rights
conferred by a mark may not be relied on improperly when the principal purpose of the mark is not
compromised, the Court finds that this argument is not relevant. The ability to oppose registration of a
Community mark on the basis of an earlier mark so as to prevent a likelihood of confusion on the part of the
public within the meaning of Article 8(1)(b) of Regulation No 40/94 is part of the specific subject-matter of
trade mark law as interpreted by the Community Courts, that is to say, the right of the proprietor to oppose
any use of the mark which is likely to impair the guarantee of origin (Joined Cases C-427/93, C-429/93 and
C-436/93 Bristol-Myers Squibb and Others [1996] ECR I-3457, paragraph 48; and Case C-143/00 Boehringer
Ingelheim and Others [2002] ECR I-3759, paragraphs 12 and 13).

65 In light of the foregoing, the Board of Appeal was correct in finding that there was a likelihood of
confusion between the disputed mark BUDMEN and the earlier national marks.

66 The above reasoning applies in full to all products referred to in connection with the mark claimed, namely
`clothing, footwear and headwear'. The Court notes that, in the light of the identity between the products
covered by the conflicting marks, the examination of the likelihood of confusion is the same for all the
products covered by the mark claimed. It follows that the Board of Appeal was correct in finding that there
was a likelihood of confusion for all the products covered by the mark claimed, including the `footwear'
referred to in the applicant's alternative claim.

67 As regards the documents annexed to the applicant's application and reply and the intervener's statement in
intervention, which were not submitted to the Board of Appeal, regard cannot be had to those documents
because the purpose of actions before the Court of First Instance is to obtain review of the legality of
decisions of the Boards of Appeal of the Office for the purposes of Article 63 of Regulation No 40/94. It is
not the Court's function to review the facts in the light of documents adduced for the first time before it. To
allow that evidence would, moreover, be contrary to Article 135(4) of the Rules of Procedure, according to
which the parties' submissions
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may not change the subject-matter of the proceedings before the Board of Appeal. Accordingly, the evidence
adduced by the applicant and the intervener for the first time before the Court must be excluded, without its
being necessary to assess their probative value (see, to this effect, Case T-247/01 eCopy v OHIM (ECOPY)
[2002] ECR II-0000, paragraph 49).

68 It follows from all the foregoing that the action must be dismissed.$
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2003. DaimlerChrysler Corporation v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Figurative mark - Representation of a vehicle grille - Absolute ground for refusal - Article

7(1)(b) of Regulation (EC) No 40/94 - Mark devoid of any distinctive character. Case T-128/01.

In Case T-128/01,

DaimlerChrystler Corporation, established in Auburn Hills, Michigan (United States), represented by T. Cohen
Jehoram, lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and O. Waelbroeck, acting as Agents,

defendant,

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 21 March 2001 (Case R 309/1999-2),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on 23 October 2002,

gives the following

Judgment

Costs

52 Under Article 87(2) of the Rules of Procedure of the Court of First Instance the unsuccessful party is to
be ordered to pay the costs. Since OHIM has been unsuccessful, and the applicant has applied for costs, it
must be ordered to pay the costs incurred by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 21 March 2001 (Case R 309/1999-2);

2. Orders the defendant to pay the costs.

Background to the dispute

1 On 29 April 1997 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under Council Regulation
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(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The mark in respect of which registration was sought is the figurative sign reproduced below:

3 The goods in respect of which registration was applied for are within Class 12 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following description: `Vehicles;
apparatus for locomotion by land, air or water; parts thereof'.

4 By a notice of 7 July 1998 the examiner at OHIM informed the applicant that the sign in question was not,
in his view, registrable because it was devoid of distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 with regard to some of the goods claimed in the trade mark application, namely
`vehicles; apparatus for locomotion by land; parts thereof'.

5 Under cover of a letter of 5 January 1999, the applicant submitted a number of documents, including a
statement by an expert, Mr F.E. Hoadley, of 26 June 1998 on the history of grilles and, in particular, the
grille depicted in the mark claimed, with a view to demonstrating that it was both unique and had a
reputation.

6 By a decision of 7 April 1999, the examiner at OHIM partially refused the application under Article 38 of
Regulation No 40/94, on the ground that the mark sought was devoid of any distinctive character with regard
to `vehicles; apparatus for locomotion by land; parts thereof'. He did, however, consider the mark registrable
for `apparatus for locomotion by air or water; parts thereof'. He further found that the applicant had not
demonstrated that the sign had acquired distinctive character through use for the purposes of Article 7(3) of
Regulation No 40/94.

7 On 4 June 1999 the applicant filed an appeal against the examiner's decision at OHIM under Article 59 of
Regulation No 40/94.

8 By a decision of 21 March 2001 (hereinafter `the contested decision'), which was notified to the applicant
on 26 March 2001, the Second Board of Appeal dismissed the appeal.

9 The Board of Appeal essentially found that the examiner's decision was well founded, having regard to the
fact that the sign representing the front grille of a vehicle was prima facie devoid of distinctive character
under Article 7(1)(b) of Regulation No 40/94, and that the evidence produced by the applicant did not
demonstrate that the sign had acquired distinctive character through use within the meaning of Article 7(3) of
that regulation.

Procedure and forms of order sought

10 By an application lodged at the Registry of the Court on 6 June 2001 the applicant brought this action.

11 OHIM filed its response on 17 September 2001.

12 At the Court's request by way of measures of organisation of procedure, OHIM, on 14 October 2002,
replied to questions put by the Court and produced the documents annexed by the applicant to its observations
of 5 January 1999.

13 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to accord a date of registration in respect of the Community trade mark application;

- order OHIM to pay the costs.

14 OHIM contends that the Court should:
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- declare inadmissible the applicant's application for an order requiring OHIM to accord a date of registration
in respect of the Community trade mark application;

- dismiss the remainder of the application;

- order the applicant to pay the costs.

15 At the hearing the applicant withdrew its second head of claim requesting that OHIM be ordered to accord
a date of registration in respect of the Community trade mark application. The Court formally recorded the
withdrawal in the minutes of the hearing.

Law

Admissibility of the evidence submitted for the first time before the Court of First Instance

16 The applicant appended to the application evidence that was not placed before the Board of Appeal and, in
particular, a market survey carried out in the Netherlands on the recognition of grilles. The applicant also
offered to produce market surveys carried out in other Member States if the Court considered them relevant.

17 OHIM considers that no regard may be had to the evidence produced for the first time before the Court of
First Instance.

18 The Court of First Instance observes that the purpose of the action before it is to review the legality of a
decision of the Boards of Appeal of OHIM within the meaning of Article 63 of Regulation No 40/94. It is
therefore not the Court's function to re-evaluate the factual circumstances in the light of evidence adduced for
the first time before it. To admit such evidence is contrary to Article 135(4) of the Rules of Procedure of the
Court of First Instance, which prohibits the parties from changing the subject-matter of the proceedings before
the Board of Appeal. Accordingly the evidence produced for the first time before the Court of First Instance
is inadmissible, as is the evidence which the applicant offered to adduce.

Substance

19 The applicant essentially advances two pleas in law. By the first it alleges infringement of Article 7(1)(b)
of Regulation No 40/94 and, by the second, infringement of Article 7(3) of Regulation No 40/94.

First plea: infringement of Article 7(1)(b) of Regulation No 40/94

- Arguments of the parties

20 The applicant submits that a grille may be registered as a Community trade mark pursuant to Article 4 of
Regulation No 40/94, as is confirmed by the registration as Community trade marks by OHIM of nine grille
designs for motor vehicles in Class 12 of the Nice Classification.

21 The applicant also claims that the Board of Appeal's view that the public is not accustomed to perceiving a
grille as a badge indicating the origin of the goods results in far harsher criteria being applied than those
imposed by Regulation No 40/94. Since the Board of Appeal acknowledged that `the grille device is not
exactly commonplace', the mark claimed should be acknowledged to possess the minimum degree of
distinctive character needed.

22 The applicant states that the design of the mark claimed is non-functional, as was confirmed by a
statement from an expert witness, Frederik E. Hoadley, produced before OHIM.

23 Furthermore the applicant considers that the Board of Appeal failed to appreciate the originality,
uniqueness, unusual nature, and thus distinctiveness, of the grille reproduced in the trade mark application,
which is not used for any other land vehicle.
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24 The applicant states that the target consumer is the average purchaser of land vehicles who buys such
products once he is well informed. In that connection the applicant takes the view that the consumer's choice
is dictated by the technical aspects as well as the appearance of the vehicle, of which the grille is an essential
element.

25 Finally, the Board of Appeal was wrong, in the applicant's view, to find, at paragraph 15 of the contested
decision, that the public is not accustomed to perceiving the mark claimed as a badge indicating the origin of
the product.

26 OHIM maintains that the Board of Appeal was right to find, upholding the examiner, that the sign is prima
facie devoid of distinctive character for the goods in question because, in its view, it consists exclusively of
normal and simple geometric elements commonly used to represent headlights and bars as part of a grille.

27 OHIM submits that the sign in question is within the limits of what the average consumer is accustomed
to seeing as a grille on a land vehicle and that it does not therefore have an arbitrary or fanciful character.
As a consequence, the sign will primarily be perceived as part of a motor vehicle and not as a badge of
origin.

28 Furthermore, OHIM maintains that the alleged non-functional character of the grille is not in itself
sufficient to conclude that the sign is devoid of distinctive character.

29 With regard to the nine registrations of motor vehicle grille designs as Community trade marks, OHIM
argued in its replies of 14 October 2002, and in its submissions at the hearing, that the grilles covered by
those registrations are unusual because they are composed of two symmetrical frames.

- Findings of the Court

30 Under Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive character'
are not to be registered.

31 Signs falling within Article 7(1)(b) of Regulation No 40/94 are deemed not to be capable of exercising the
essential function of a trade mark, which is to identify the commercial origin of the goods or services, thus
enabling the consumer who acquired them to repeat the experience, if it proves to be positive, or to avoid it,
if it proves to be negative, on the occasion of a subsequent purchase (Case T-79/00 Rewe-Zentral v OHIM
(LITE) [2002] ECR II-705, paragraph 26).

32 A mark's distinctiveness must be assessed by reference to the goods or services for which registration of
the sign is sought and the perception of the target public, which comprises consumers of those goods or
services.

33 Finally, it is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render inapplicable the ground for refusal set out in that article (Case
T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002] ECR II-683, paragraph 39).

34 The target public in this case is deemed to be composed of the average, reasonably well-informed,
reasonably observant and circumspect consumer (see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer
[1999] ECR I-3819, paragraph 26, and Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645,
paragraph 27). The kind of goods in question (vehicles; apparatus for locomotion by land; parts thereof) are
intended for general consumption throughout the European Union.

35 With regard, first of all, to the applicant's argument relating to the registrability of a grille in the light of
the definition of a Community trade mark in Article 4 of Regulation No 40/94, it must be borne in mind that
there is no class of marks having a distinctive character by their
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nature or by the use made of them which is not capable of distinguishing the goods or services of one
undertaking from those of other undertakings (see, to that effect, Case C-299/99 Philips [2002] ECR I-5475,
paragraph 39).

36 In addition, as to actual distinctiveness, it cannot be immediately denied that a graphic representation of a
grille, even one faithful to reality, has distinctive character (see, to that effect, Case T-30/00 Henkel v OHIM
(Image of a detergent product) [2001] ECR II-2663, paragraphs 44 and 45).

37 However, with regard to the evidence produced by the applicant as to the registration by OHIM of nine
Community trade marks for images of grilles for motor vehicles, even if OHIM's administrative practice does
not provide any clear indications as to the criteria it employs when assessing the absolute grounds for refusal
with regard to vehicle grille marks, it must be borne in mind that the legality of the decisions of Boards of
Appeal must in any case be assessed solely on the basis of Regulation No 40/94, as interpreted by the
Community judicature, and not on the basis of previous decision-making practice (Case T-106/00 Streamserve
v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 79). Accordingly the applicant's argument relating
to the registration by OHIM of nine motor vehicle grilles as Community trade marks is irrelevant.

38 Secondly, with the regard to the applicant's argument that the test applied by the Board of Appeal in this
case is incorrect and much harsher than the conditions in Regulation No 40/94, it must be recalled that Article
7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks, and the
criteria for assessing the distinctive character of figurative marks consisting of the representation of the
product itself or one of its components must not therefore differ from those applicable to other categories of
trade marks (see, to that effect, Image of a detergent product, cited above, paragraph 48).

39 Thirdly, with regard to the applicant's contention that the Board of Appeal was wrong to take the view that
the public is not accustomed to seeing the mark in question as a badge indicating the origin of the goods
(paragraph 15 of the contested decision), it must be borne in mind that, when assessing the distinctiveness of
a trade mark, consideration must be given to all the relevant factors in the specific circumstances of the case.
It cannot be ruled out that these might include the fact that the public's perception of the mark claimed might
be influenced by the nature of the sign and of the goods covered by that mark.

40 In that regard, it must be observed that vehicles and apparatus for locomotion by land are large goods for
which it may be appropriate to use not only a word mark but also figurative or three-dimensional marks so as
to enable the target public to identify the goods visually.

41 It must be observed, as Mr F.E. Hoadley's expert statement makes clear, that grilles no longer have a
purely technical function, and that this has been the case for some considerable time and was the case when
the mark claimed was applied for, which is the material time for the purposes of determining whether there
are any absolute grounds for refusal. Furthermore, unlike other parts of motor vehicles, grille shapes tend to
be retained and are used in other models made by the same manufacturer.

42 Grilles have become an essential part of the look of vehicles and a means of differentiating between
existing models on the market made by the various manufacturers. They are therefore one of the features that
are inherently helpful in visually identifying a model or range, or even all vehicles made by the same vehicle
manufacturer, as compared to other models.

43 That conclusion cannot be invalidated by Mr F.E. Hoadley's observation that a grille may also serve to
ventilate the vehicle engine and to provide a certain degree of stability to the front part. The fact that a sign
serves several purposes at once has no bearing on its distinctiveness
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(see, to that effect, Case T-36/01 Glaverbel v OHIM (Design applied to a sheet of glass) [2002] ECR II-0000,
paragraph 24), particularly if the distinguishing function outweighs the other functions.

44 The Board of Appeal found with regard to the sign in question that consumers are accustomed to seeing
grilles for land vehicles incorporating identical or similar features to those displayed by that sign. However it
took the view that `the grille device is not exactly commonplace' (paragraph 15 of the contested decision).

45 The applicant argues that the mark claimed is manifestly different from the grille designs of any other land
vehicle. OHIM responds that the sign in question is within the limits of what the average consumer is
accustomed to seeing as a grille on a land vehicle and that it does not therefore have an arbitrary or fanciful
character.

46 In that connection the Court observes that the sign in question comprises a representation of the front part
of a car having an irregular shape and with seven wide vertical openings in the centre and a circle
representing the headlights of the vehicle on each side at the top. At the time when the application was filed,
this shape was an unusual grille design, conveying the impression of an old-fashioned grille, in a simple
configuration, which cannot be regarded as altogether commonplace in the circumstances at the time when the
application was filed.

47 Consequently the sign in question cannot be regarded as the image that naturally comes to mind as the
typical representation of a contemporary grille. OHIM's finding that the sign in question is composed of
features commonly used to represent a grille cannot therefore be upheld.

48 In those circumstances the sign in question must be considered to be capable of leaving an impression on
the memory of the target public as an indication of commercial origin and thus of distinguishing and setting
apart motor vehicles bearing that grille from those of other undertakings.

49 Accordingly the sign in question must be considered to have the minimum degree of distinctiveness
necessary to escape the absolute ground for refusal in Article 7(1)(b) of Regulation No 40/94. That
conclusion is also reinforced by the Board of Appeal's finding, referred to at paragraph 44 herein, that `the
grille device is not exactly commonplace'.

50 It follows from all of the foregoing considerations that the Board of Appeal was wrong to consider that
mark claimed was devoid of any distinctive character.

51 Accordingly the contested decision must be annulled and there is no need to consider the substance of the
applicant's second plea in law.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Best Buy Concepts Inc. v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade
mark - Figurative mark containing the word mark best buy - Absolute ground for refusal - Distinctive

character - Article 7(1)(b) of Regulation (EC) No 40/94. Case T-122/01.

In Case T-122/01,

Best Buy Concepts Inc., established in Eden Prairie, Minnesota (United States), represented by S. Rojahn,
lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

APPLICATION for annulment of the decision of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 21 March 2001 (Case R 44/2000-3) concerning an
application for registration of a figurative mark containing the word mark `best buy' as a Community trade
mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: N.J. Forwood, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 25 February 2003,

gives the following

Judgment

Costs

46 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful and the Office has asked for costs, the applicant must be ordered to bear its
own costs and to pay those of the Office.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Dismisses the application; 2. Orders the applicant to pay the costs.

Background to the dispute

1 On 7 May 1999, the applicant filed an application under Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for registration of a
Community figurative trade mark at the Office for Harmonisation in the Internal Market (Trade
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Marks and Designs) (`the Office').

2 The trade mark in respect of which registration was sought is the mark reproduced below with the colours
yellow (background) and black (letters, contour, circle):

3 The services in respect of which registration of the mark was sought are in classes 35, 37 and 42 of the
Nice Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and, for each of those classes, correspond to
the description:

- `Business management consultancy, including giving assistance and advice for the establishment and
management of retail stores in the field of major household appliances, photographic equipment,
telecommunication equipment, video equipment, audio equipment, personal computers and other home office
products and entertainment software, including compact discs, pre-recorded audio and video cassettes and
computer software, and related merchandise' in class 35;

- `Installation and maintenance of automotive audio equipment, major household appliances, photographic
equipment, video equipment, audio equipment, telecommunication equipment, personal computer and other
home office products, and related merchandise' in class 37;

- `Technical consultancy and advising in the establishment of retail stores in the field of major household
appliances, photographic equipment, telecommunication equipment, video equipment, audio equipment, personal
computers and other home office products and entertainment software, including compact discs, pre-recorded
audio and video cassettes and computer software, and related merchandise' in class 42.

4 By decision of 19 November 1999, the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the mark applied for was caught by Article 7(1)(b), (c) and (d) of Regulation No
40/94.

5 On 22 December 1999, the applicant filed an appeal at the Office against the examiner's decision in
accordance with Article 59 of Regulation No 40/94.

6 By decision of 21 March 2001 (`the contested decision'), the Board of Appeal dismissed the appeal. It
found, essentially, that the sign was devoid of any distinctive character, that it was descriptive and, therefore,
came within the scope of Article 7(1)(b) and (c) of Regulation No 40/94.

Procedure and forms of order sought

7 By application lodged at the Registry of the Court of First Instance on 4 June 2001, the applicant brought
the present action. On 24 August 2001, the Office lodged its response.

8 The applicant claims that the Court should:

- annul the decision of the Board of Appeal;

- order the defendant to pay the costs.

9 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

10 In its application, the applicant makes two pleas in law, alleging infringement of Article 7(1)(b) and (c),
respectively, of Regulation No 40/94.

First plea: infringement of Article 7(1)(b) of Regulation No 40/94
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Arguments of the parties

11 The applicant maintains that the public perceives the mark quickly and in its entirety, without dissecting it
into its component parts. It submits that the Office has not taken into account the original character of the
elements making up the figurative mark and stresses that its application concerns services aimed solely at
professionals.

12 The elements making up the mark, particularly the words forming a grammatically incorrect neologism, are
unusual for the services in question. In addition, the target public does not usually expect a mark in the form
of a price tag for services.

13 The applicant adds that the Office did not take account of the registration of the sign as a trade mark in
Germany and France.

14 The Office begins by disagreeing with the applicant's arguments concerning the overall impact of the mark.
It submits that the Board of Appeal simply focused on the word aspect of the mark which characterised it and
also examined its figurative elements, as part of an overall assessment of the mark.

15 Second, the Office submits that the services specified in the application for a Community trade mark were
indeed taken into account by the Board of Appeal, which found that the semantic content of `best buy'
necessarily conveyed the impression that it characterised the service offered, i.e., that it offered the most
advantageous relation between price and value, including for traders who are clients of traders operating in the
resale sector.

16 The Office submits, third, that neither the yellow colour nor the hexagonal shape is distinctive in character,
since they are generally used in the marketing of goods and services.

17 The Office submits, fourth, that the usual meaning of the word combination `best buy' is understood
immediately by people familiar with the English language and notes that the word `buy' is commonly used as
a noun.

18 Lastly, the Office submits that the national registrations relied on come from countries where English is
not the language spoken, where the mark could well be distinctive, without that necessarily being the case
throughout the Community.

Findings of the Court

19 Under Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive character'
are not to be registered. Moreover, Article 7(2) of Regulation No 40/94 states that `[p]aragraph 1 shall apply
notwithstanding that the grounds of non-registrability obtain in only part of the Community'.

20 As the Court of First Instance has already held, the marks referred to in Article 7(1)(b) of Regulation No
40/94 are, in particular, those which do not enable the relevant public to repeat the experience of a purchase,
if it proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent
acquisition of the goods or services concerned (Case T-79/00 Rewe-Zentral v OHIM (LITE) [2002] ECR
II-705, paragraph 26). Such is the case for inter alia signs which are commonly used in connection with the
marketing of the goods or services concerned.

21 However, registration of a trade mark which consists of signs or indications that are also used as
advertising slogans, indications of quality or incitements to purchase the goods or services covered by that
mark is not excluded as such by virtue of such use (see, by analogy, Case C-517/99 Merz &amp; Krell
[2001] ECR I-6959, paragraph 40). A sign which fulfils functions other than that of a trade mark in the
traditional sense of the term is only distinctive for the purposes of Article 7(1)(b) of Regulation No 40/94
however if it may be perceived immediately as an indication
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of the commercial origin of the goods or services in question, so as to enable the relevant public to
distinguish, without any possibility of confusion, the goods or services of the owner of the mark from those
of a different commercial origin.

22 A sign's distinctiveness can only be assessed, firstly, by reference to the goods or services in respect of
which registration is sought and, secondly, on the basis of the perception of that sign by the relevant public.

23 In the present case, the Court notes, firstly, that the business management consultancy and technical
assistance and advice for the establishment and management of specialised stores coming under classes 35 and
42 are aimed at a professional public, whilst the installation and maintenance services are intended for the
general public.

24 The applicant, in an effort to clarify its position in relation to the relevant public, maintained at the
hearing that it was necessary to give a narrow interpretation to the list of services placed in class 37 and to
limit it to performance of services by professionals for professionals. On this point, the Court notes, firstly,
that some of the services at issue, including maintenance of car and home audio equipment, may only be
provided to the ultimate consumer. Secondly, such an interpretation is tantamount to restricting the list of
goods and services; it may be restricted only in accordance with certain detailed rules, however, and an
application to do so must be submitted to the Office (Case T-173/00 KWS Saat v OHIM (shade of orange)
[2002] ECR II-3843, paragraphs 11 and 12). Consequently, this argument cannot be accepted.

25 In addition, it must be pointed out that, in the light of the nature of some of the services in question, the
awareness of part of the relevant public will be high, given the relatively high technical level and cost of the
services. Their awareness is liable to be relatively low, on the other hand, when it comes to purely
promotional indications, which well-informed consumers do not see as decisive (see, to that effect, Case
T-130/01 Sykes Enterprises v OHIM (REAL PEOPLE, REAL SOLUTIONS) [2002] ECR II-5179, paragraph
24).

26 Accordingly, the public should be taken to be normally well-informed and aware for all the services
covered. Since the word mark `best buy' is composed of elements from the English language, the relevant
public is the English-speaking public, or even a public which is not English-speaking but has a sufficient
grasp of the English language.

27 Second, as regards the assessment of the distinctive character of the mark claimed, it is appropriate, in the
case of a complex mark, to examine it in its entirety. That is not incompatible, however, with a prior, separate
examination of the different elements which make up the mark.

28 As regards, first, the word mark `best buy', the Court notes that it is composed of ordinary English words
which clearly indicate an advantageous relation between the price of the services covered by the application
and their market value.

29 It is, therefore, perceived immediately by the relevant public as a mere promotional formula or a slogan
which indicates that the services in question offer the best `buy' possible in their category or the `best
price-quality ratio', as noted by the Board of Appeal in paragraph 17 of the contested decision.

30 The argument presented by the applicant at the hearing which acknowledged `the indubitable semantic
content' of the word mark in question but maintained that it tells the consumer nothing about the content or
the nature of the services offered is irrelevant. For a finding that there is no distinctive character, it is
sufficient to note that the semantic content of the word mark, the principal and dominant element of the mark
in question, indicates to the consumer a characteristic of the service relating to its market value which, whilst
not specific, comes from information designed to promote
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or advertise which the relevant public will perceive first and foremost as such rather than as an indication of
the commercial origin of the services (see, to this effect, REAL PEOPLE, REAL SOLUTIONS, paragraphs 29
and 30). In addition, the mere fact that the semantic content of the word mark `best buy' does not convey any
information about the nature of the services concerned is not sufficient to make that sign distinctive.

31 Moreover, the applicant, who merely affirmed that the term `buy' was imprecise and vague, did not
indicate which meaning of the word mark in question might be retained by the relevant public, other than that
indicating an advantageous relation between the price and market value of the services. Nor did it state
whether the word mark could be used in a manner other than in the context of promotion or marketing.
Contrary to what the applicant maintains, the meaning of the word mark at issue may relate as much to a
service provided as to the distribution of products or services which that service is intended to promote.

32 Moreover, the fact that the two elements constituting the word mark `best buy' are juxtaposed does not
mean that the mere omission of an article in its structure (`a best buy' or `the best buy') is sufficient to make
it a lexical invention liable to give it a distinctive character or to give it an original character which, in any
event, is not a criterion for assessing the distinctiveness of a sign (see, to this effect, Case T-87/00 Bank für
Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259, paragraph 40).

33 Turning to the perception of the shape and colour of the price tag by the relevant public, the Court notes
that, as stated by the Board of Appeal in paragraph 19 of the contested decision, coloured price tags are
commonly used in trade for all kinds of goods and services. Consequently, the applicant's argument that such
a tag would attract the public's attention is inopportune.

34 As for the element `R', the Court notes that the presence of this type of element alongside other elements
is not sufficient to confer distinctive character on a mark viewed in its entirety.

35 Since the mark claimed is composed of the assembly of the elements examined above, it is appropriate to
consider whether the mark is distinctive when viewed as a whole.

36 In the light of the points discussed above, it appears that the mark claimed, as a whole, is merely
composed of elements which, when examined separately, are devoid of distinctive character for the marketing
of the services concerned. Nor is there any interaction between these different elements which might confer a
distinctive character on the whole.

37 The shape of a price tag is not liable to affect the meaning of the dominant word elements. Moreover, far
from adding a distinctive element, the shape is figurative and tends to reinforce the promotional character of
the word elements in the minds of the relevant public.

38 The trade mark applied for is therefore devoid of distinctive character in respect of the categories of goods
and services concerned.

39 As regards the prior registrations in Germany and France, the applicant was unable to provide any
clarification of their scope at the hearing. The Court notes that those registrations do not concern either a sign
wholly identical to the sign at issue here or similar goods or services.

40 In addition, as rightly pointed out by the Office, references to national registrations conferred by Member
States which do not have English as their language, where the sign may well be distinctive without necessarily
being so throughout the Community, cannot be accepted as relevant in this case.

41 Lastly, it is appropriate to recall that, according to settled case-law, the Community trade mark regime is
an autonomous system and that the legality of the decisions of Boards of Appeal must be assessed solely on
the basis of Regulation No 40/94 (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3289,
paragraph 47, and Case T-106/00 Streamserve v OHIM (STREAMSERVE)
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[2002] ECR II-723, paragraph 66).

42 The applicant's arguments based solely on the registrations in Germany and France therefore have no
bearing on the issue.

43 In the light of all the foregoing considerations, the mark claimed is devoid of distinctive character in a
large part of the Community. The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94 must
therefore be rejected.

44 Accordingly, it is unnecessary to consider the plea alleging infringement of Article 7(1)(c) of Regulation
No 40/94. In accordance with settled case-law, it is sufficient that one of the absolute grounds of refusal
applies for the sign to be ineligible for registration as a Community trade mark (Case T-163/98 Procter &amp;
Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, paragraph 29, and Case T-19/99 DKV v OHIM
(COMPANYLINE) [2000] ECR II-1, paragraph 30).

45 The action must therefore be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)December 2002. Vedial SA v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- Opposition proceedings - Earlier word mark SAINT-HUBERT 41 - Application for a Community

figurative mark containing the word HUBERT - Relative ground for refusal - Likelihood of confusion -
Article 8(1)(b) of Regulation (EC) No 40/94. Case T-110/01.

1. Community trade mark - Appeals procedure - Appeals before the Community judicature - Procedural role
of the Office - Defendant - Application for the annulment or alteration of decisions taken by the Boards of
Appeal - Inadmissible

(Council Regulation No 40/94, Art. 63(3) and (4))

2. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered in respect of identical
or similar goods or services - Similarity between the trade marks concerned - Possibility of a visual similarity
between a figurative mark and a word mark

(Council Regulation No 40/94, Art. 8(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered in respect of identical
or similar goods or services - Likelihood of confusion with the earlier mark - Reputation of the earlier mark -
Not relevant where no similarity between the marks concerned

(Council Regulation No 40/94, Art. 8(1)(b))

4. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered in respect of identical
or similar goods or services - Likelihood of confusion with the earlier mark - Composite word and figurative
mark containing the word HUBERT' and word mark SAINT-HUBERT 41'

(Council Regulation No 40/94, Art. 8(1)(b))

$$1. In appeal proceedings concerning Community trade marks, directed against the decision of a Board of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs), the Office's
application for alteration of the contested decision is inadmissible. The Office does not have locus standi to
apply for the annulment or alteration of decisions taken by the Boards of Appeal, but acts as defendant before
the Court.

(see paras 23-25 )

2. The assertion that a figurative mark cannot display any visual similarity whatsoever to a word mark cannot
be accepted in the context of the examination of a notice of opposition filed by the proprietor of the earlier
mark under Article 8(1)(b) of Regulation No 40/94 on the Community trade mark. It must be held that it is
possible to consider and determine whether there is any visual similarity between a figurative mark and
another word mark since the two types of mark have graphic form capable of creating a visual impression.

(see paras 50-51 )

3. Although it is true that, in the context of the examination of a notice of opposition filed by the proprietor
of the earlier mark under Article 8(1)(b) of Regulation No 40/94 on the Community trade mark, the reputation
of the earlier mark is a factor which must be taken into account when determining whether the similarity
between the signs or between the goods and services is sufficient
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to give rise to a likelihood of confusion, such a reputation has no effect on the global assessment of the
likelihood of confusion where the conflicting signs cannot in any way be regarded as identical or similar from
the visual, aural or conceptual points of view.

(see paras 64-65 )

4. There is no likelihood of confusion for the French public between the mark consisting of a composite sign
comprising the name HUBERT' in stylised black characters outlined in white, in which the letters are in upper
case and surmounted by the bust of a chef, beaming and with his right arm raised and thumb turned up, for
which registration as a Community trade mark has been applied in respect of certain goods in Classes 29, 30
and 42 of the Nice Agreement, and the word mark SAINT-HUBERT 41' registered previously in France in
respect of goods in Class 29 of that agreement.

Even though there is identity and similarity between the goods covered by the conflicting marks, the visual,
aural and conceptual differences between the signs constitute sufficient grounds for holding that there is no
likelihood of confusion in the mind of the targeted public, so that one of the conditions for applying Article
8(1)(b) of Regulation No 40/94 on the Community trade mark has not been satisfied.

(see paras 63, 66 )

In Case T-110/01,

Vedial SA, established in Ludres (France), represented by T. van Innis and G. Glas, lawyers, with an address
for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by E. Joly,
acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

France Distribution, established in Emerainville (France),

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 9 March 2001 (Case R 127/2000-1),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 23 May 2001,

having regard to the response lodged by the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) at the Registry of the Court of First Instance on 12 September 2001,

further to the hearing on 10 July 2002,

gives the following

© An extract from a JUSTIS database



62001A0110 European Court reports 2002 Page II-05275 3

Judgment

Costs

68 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, but
OHIM has asked for the costs to be shared, each of the parties must be ordered to bear its own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders each party to bear its own costs.

Background to the dispute

1 On 1 April 1996 France Distribution filed an application under Council Regulation No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for a Community trade
mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).

2 The trade mark in respect of which registration was sought is a composite word and figurative mark,
reproduced below:

>PIC FILE="Image14.gif">

3 The goods in respect of which registration is sought are in Classes 29, 30 and 42 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions:

- Class 29: Meat, charcuterie, fish, poultry and game; meat extracts; preserved, dried and cooked fruits and
vegetables; jellies, jams; eggs, egg products in general, milk and milk products; preserves, tinned or frozen
fruits and vegetables, pickles';

- Class 30: Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee; flour and preparations made from
cereals, bread, pastry and confectionery, ices; honey, treacle; yeast, baking-powder; salt, mustard; vinegar,
sauces; spices; ice';

- Class 42: Hotel and restaurant services'.

4 That application was published in Community Trade Marks Bulletin No 22/97 of 6 October 1997.

5 On 6 January 1998 the applicant filed a notice of opposition under Article 42 of Regulation No 40/94
against the mark claimed in respect of some of the products covered by the mark; namely, milk and milk
products' in Class 29 and vinegar, sauces' in Class 30. In filing its notice of opposition, the applicant checked
boxes 93 (identity of marks and goods/services), 94 (likelihood of confusion) and 95 (unfair
advantage/detriment to distinctiveness or repute) but did not check box 69 (earlier registered mark with
reputation). The earlier mark is French registration No 1552214 of the word mark SAINT-HUBERT 41 for
butters, edible fats, cheeses and all dairy products' in Class 29.

6 By decision of 1 December 1999, the Opposition Division of OHIM rejected the opposition on

© An extract from a JUSTIS database



62001A0110 European Court reports 2002 Page II-05275 4

the ground that there was no likelihood of confusion in the mind of the public in France, where the mark is
protected for the purposes of Article 8(1)(b) of Regulation No 40/94, and Article 8(5) was not applicable
since the applicant had not proved the reputation of the earlier mark.

7 On 31 January 2000 the applicant filed an appeal with OHIM against the decision of the Opposition
Division pursuant to Article 59 of Regulation No 40/94. In support of its appeal, the applicant annexed to its
statement of grounds several documents intended to establish the reputation of its mark in France.

8 The appeal was dismissed by decision of the First Board of Appeal of OHIM of 9 March 2001, which was
served on the appellant on 16 March 2001 (the contested decision').

9 The Board of Appeal held that the decision of the Opposition Division was well founded so far as the
application of Article 8(1)(b) of Regulation No 40/94 was concerned. In essence, the Board of Appeal
considered that, even though there was a high degree of similarity between the goods in question and even
though, for the purposes of the application of that provision, it was possible to take account of the reputation
of the earlier mark demonstrated to it by the applicant, there was no likelihood of confusion in the mind of
the public concerned since the conflicting signs did not display strong similarities. On the other hand, the part
of the decision of the Opposition Division ruling on the application of Article 8(5) of Regulation No 40/94
was annulled, on the ground that no application based on that provision had been made to the Opposition
Division.

Forms of order sought

10 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

11 OHIM contends that the Court should:

- make it clear that the reputation of the earlier mark should not have been recognised by the Board of
Appeal;

- rule on the likelihood of confusion and annul the contested decision only if it is found that there is a
likelihood of confusion;

- decide that each party should bear its own costs.

Admissibility of the first head of OHIM's submissions

Arguments of the parties

12 OHIM makes the preliminary point that, in inter partes proceedings, even though it is appearing before the
Court as the defendant, it has no legal interest in defending either party to the dispute.

13 OHIM asserts that the Board of Appeal was wrong to take account, in the context of the application of
Article 8(1)(b) of Regulation No 40/94, of the applicant's evidence relating to the reputation of the earlier
mark in France, which was first submitted during the proceedings before the Board of Appeal.

14 According to OHIM, the Board of Appeal may not admit facts, evidence or arguments produced only
during the appeal proceedings where a time-limit was set for that purpose by the Opposition Division and that
time-limit was not complied with. In this case, the Board of Appeal was not entitled to accept the reputation
of the earlier mark in France since the appellant failed to provide any evidence of such reputation within the
period granted for that purpose by the Opposition Division. OHIM submits that the contested decision is
incorrect on that point. Nevertheless, it submits
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that that error is not sufficient to justify the annulment of the contested decision.

15 At the hearing, the applicant stated that it considered this claim by OHIM to be inadmissible, which the
Court formally noted in the minutes of the hearing.

Findings of the Court

16 By its first head of claim, OHIM is asking the Court, in essence, to alter the contested decision by making
it clear that the reputation of the earlier mark should not have been recognised by the Board of Appeal.

17 In that regard, it must be recalled, first, that Article 63(3) and (4) of Regulation No 40/94 provide that the
Court has jurisdiction to annul or to alter the contested decision' and that the action is to be open to any party
to proceedings before the Board of Appeal adversely affected by its decision'. It therefore follows clearly from
those provisions that the action is not open to OHIM, which is not a party to proceedings before its Boards of
Appeal.

18 Second, it follows from Article 133(2) of the Rules of Procedure of the Court of First Instance that OHIM,
as the author of the act whose legality is under review, is acting as sole defendant before the Court.

19 Third, it must be pointed out that the Boards of Appeal, notwithstanding the independent status conferred
on their members under Article 131(2) of Regulation No 40/94, form an integral part of OHIM in accordance
with Articles 125(e) and 130 of Regulation No 40/94 (see, to that effect, the judgment of the Court of First
Instance in Case T-163/98 Procter &amp; Gamble v OHIM (BABY-DRY) [1999] ECR I-2383, paragraph 37).

20 Fourth, so far as concerns inter partes proceedings, Article 134(1) and (3) of the Rules of Procedure
provide that [t]he parties to the proceedings before the Board of Appeal other than the applicant may
participate, as interveners, in the proceedings before the Court of First Instance' and that an intervener may, in
his response, seek an order annulling or altering the decision of the Board of Appeal on a point not raised in
the application and put forward pleas in law not raised in the application'.

21 Consequently, since Article 134(3) allows an intervener to seek an order annulling or altering the decision
of the Board of Appeal on a point not raised in the application and to put forward pleas not raised in the
application, it must be inferred that OHIM is not entitled to seek an order annulling or altering such a
decision. If the Rules of Procedure had intended to permit OHIM to do so, it would have been logical also to
allow an intervener to seek an order annulling or altering the contested decision even on a point not raised by
OHIM in its response.

22 Moreover, the possibility afforded to the intervener by Article 134(3) of the Rules of Procedure constitutes
a derogation from the general system for interventions established by Articles 115 and 116 of those rules. It
must, therefore, be regarded as exceptional and accordingly may not be extended to OHIM, which, in
proceedings concerning Community trade marks, has the status of defendant.

23 Furthermore, in the specific context of inter partes proceedings, it must be held that to regard it as
admissible for OHIM to seek an order annulling or altering a decision would be to undermine the legitimate
expectation of the successful party before the Board of Appeal that OHIM will act as defendant before the
Court.

24 Consequently, OHIM does not have locus standi to apply for the annulment or alteration of decisions taken
by the Boards of Appeal.

25 OHIM's application for alteration of the contested decision requesting a declaration that the
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reputation of the earlier mark should not have been recognised by the Board of Appeal must therefore be held
to be inadmissible.

The application for annulment

The sole plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

26 The applicant claims that in the contested decision proper regard was not had to the concept of likelihood
of confusion' as interpreted by the Court of Justice.

27 First, the applicant argues that, as the Board of Appeal stated in paragraph 28 of the contested decision,
the earlier mark possesses very strong distinctive character. Nevertheless, it submits that the Board of Appeal
should have been more explicit in its assessment that the earlier mark is inherently very strong by pointing
out that it is ab initio highly effective in identifying dairy and similar products in France, and is very easily
noticed, expressed, understood and memorised, which is characteristic of an inherently strong mark, especially
where, as in this case, it is not disputed that the mark in question is very unusual for the goods concerned.

28 Second, the applicant maintains that the Board of Appeal made a number of errors of assessment in
comparing the marks at issue. With regard to the visual comparison, it is of the opinion that a word mark
cannot bear a visual resemblance to a figurative mark and, as regards the phonetic comparison, it submits that
the Board of Appeal did not find that the similarity between the signs applies to the dominant components of
the conflicting trade marks. Moreover, the applicant considers surprising the criteria used by the Board of
Appeal in determining that there is no conceptual similarity between the marks in question. In that regard, it
takes issue with the arguments set out by the Board of Appeal in paragraph 32 of the contested decision,
relating to the fact that in France Saint-Hubert' evokes the patron saint of hunters and to the absence of any
connection between the idea of a hunter and that evoked by the figurative component of the mark claimed,
namely a chef.

29 Third, the applicant maintains that, since most of the goods covered by the two trade marks are identical,
the Board of Appeal did not correctly apply the principle of interdependence between the comparison of the
marks and that of the goods.

30 Fourth, the applicant submits that the Board of Appeal made an analytical assessment of the marks in
question whilst overlooking the individual circumstances of the case and, in particular, the fact that the goods
covered by the conflicting marks are staple products and that the targeted public has an overall perception of
the marks without retaining a perfect image of them.

31 OHIM contends, first, that, if the earlier mark could properly be regarded as a mark with reputation, it
would have to be held that there is a likelihood of confusion with the mark claimed. Nevertheless, since the
reputation of the earlier mark cannot be taken into account, the case must be considered without regard being
had to that factor.

32 Next, with regard to the likelihood of confusion, OHIM does not challenge the principles established by
the Court of Justice in its case-law on the wide concept of likelihood of confusion, to which the applicant
refers. However, it points out that the determination of a likelihood of confusion must simply involve
ascertaining whether, when faced for the first time with products bearing the later mark, the consumer is likely
to think immediately that those products have the same origin or, at the very least, come from an undertaking
which is economically linked to the undertaking which owns the earlier mark.

33 OHIM submits that, if the Court were to find that the dominant component of the earlier mark is the
Christian name HUBERT', it would be difficult to deny the existence of a likelihood of confusion between the
marks in question. On the other hand, if the Court were to hold that the

© An extract from a JUSTIS database



62001A0110 European Court reports 2002 Page II-05275 7

earlier mark is not particularly distinctive and forms a whole in which no component is dominant, the
differences between the marks should be sufficient to demonstrate that there is no likelihood of confusion.

34 Finally, OHIM leaves it to the discretion of the Court to resolve that point of law brought before it.

Findings of the Court

35 Under Article 8(1)(b) of Regulation No 40/94, upon opposition by the proprietor of an earlier trade mark,
the mark claimed is not to be registered if, because of its identity with or similarity to the earlier trade mark
and the identity or similarity of the goods or services covered by the trade marks there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is protected; the likelihood
of confusion includes the likelihood of association with the earlier trade mark'. Moreover, pursuant to Article
8(2)(a)(ii) of Regulation No 40/94, earlier trade marks' means trade marks registered in a Member State with a
date of application for registration which is earlier than the date of application for registration of the
Community trade mark.

36 According to the case-law of the Court of Justice on the interpretation of Article 4(1)(b) of Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1), which contains a rule that is, in essence, identical to that in Article 8(1)(b) of
Regulation No 40/94, the risk that the public might believe that the goods or services in question come from
the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood
of confusion (Case C-39/97 Canon [1998] ECR I-5507, paragraph 29, and Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR I-3819, paragraph 17).

37 According to that same case-law, likelihood of confusion on the part of the public must be assessed
globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95 SABEL
[1997] ECR I-6191, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18; and Case
C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40).

38 That global assessment implies some interdependence between the relevant factors, and in particular a
similarity between the trade marks and between the goods or services covered. Accordingly, a lesser degree of
similarity between those goods or services may be offset by a greater degree of similarity between the marks,
and vice versa (Canon, paragraph 17, and Lloyd Schuhfabrik Meyer, paragraph 19). The interdependence of
those factors finds expression in the seventh recital in the preamble to Regulation No 40/94, according to
which an interpretation should be given of the concept of similarity in relation to the likelihood of confusion,
the appreciation of which in turn depends, in particular, on the recognition of the trade mark on the market
and the degree of similarity between the trade mark and the sign and between the goods or services identified.

39 In addition, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23, and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average
consumer of the category of products concerned is deemed to be reasonably well-informed and reasonably
observant and circumspect. However, account should be taken of the fact that the average consumer only
rarely has the chance to make a direct comparison between the different marks but must place his trust in the
imperfect picture of them that he has kept in his mind. It should also be borne in mind that the average
consumer's level of attention is likely to vary according to the category of goods or services in question
(Lloyd Schuhfabrik Meyer, paragraph 26).
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40 In this case, given, first, the nature of the goods concerned by the applicant's opposition, namely milk and
milk products' and vinegar, sauces', which are staple foodstuffs, and, second, the fact that the earlier mark on
which the opposition was based is registered and protected in France, the targeted public in relation to which
likelihood of confusion must be assessed is composed of average consumers in that Member State.

41 In the light of the foregoing considerations, it is necessary to compare both the goods concerned and the
conflicting signs.

42 First of all, with regard to comparison of the goods, it must be pointed out that, according to the case-law
of the Court of Justice, in assessing the similarity of the goods or services concerned, all the relevant factors
relating to those goods or services themselves must be taken into account. Those factors include, inter alia, the
nature of the goods or services, their end users and their method of use and whether they are in competition
with each other or are complementary (Canon, paragraph 23).

43 First, the Board of Appeal found that dairy products' covered by the earlier mark were identical with milk
and milk products' covered by the contested trade mark application.

44 It must be observed that those goods covered by the earlier mark include the goods covered by the trade
mark application and, therefore, that there is clearly identity between those goods.

45 Second, the Board of Appeal held that there is similarity between edible fats' covered by the earlier mark
and vinegar, sauces' covered by the trade mark application since fats are generally used in the manufacture of
sauces, and since oils, like vinegars, are used as seasonings and are offered for sale on the same shelves
(paragraph 29 of the contested decision).

46 It must be held that there is a link between edible fats' covered by the earlier mark and vinegar, sauces'
covered by the trade mark application by reason of their nature as foodstuffs, the fact that they are intended
for human consumption and, in particular, their use as everyday seasonings for foodstuffs. That proximity
between the goods in question could lead the targeted public to believe that, if the goods bear an identical or
similar sign, they have originated under the control of a single undertaking which is responsible for their
quality (see, to that effect, Canon, paragraph 28).

47 The Board of Appeal was therefore right to hold that some of the goods in question are identical and that
others are similar.

48 Secondly, with regard to the comparison of the signs, it is clear from the case-law that the global
assessment of the likelihood of confusion must, as regards the visual, aural or conceptual similarity of the
marks in question, be based on the overall impression created by them, bearing in mind, in particular, their
distinctive and dominant components (SABEL, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25). In
addition, the Court of Justice has held that it is possible that mere aural similarity between two marks may
create a likelihood of confusion (see, to that effect, Lloyd Schuhfabrik Meyer, paragraph 28). It is therefore
necessary to compare the conflicting signs in this case from the visual, aural and conceptual points of view.

49 As regards visual comparison, the earlier mark SAINT-HUBERT 41' consists of a sequence of two words
joined together by a hyphen and the number 41. The contested Community trade mark application consists of
a composite sign comprising the name HUBERT in stylised black characters outlined in white, in which the
letters are in upper case and surmounted by the bust of a chef, beaming and with his right arm raised and
thumb turned up (paragraph 30 of the contested decision).

50 As a preliminary point, it must be observed that the applicant submits that a figurative mark cannot display
any visual similarity whatsoever to a word mark.
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51 That assertion cannot be accepted. It must be held that it is possible to consider and determine whether
there is any visual similarity between a figurative mark and another word mark since the two types of mark
have graphic form capable of creating a visual impression.

52 The Board of Appeal holds that the word HUBERT' does not constitute the dominant component of the
mark claimed and that the opposing signs bear no resemblance to each other as regards their structure and
design (paragraph 30 of the contested decision).

53 It must be observed that the description of the earlier mark indicates that the figure 41' is placed after the
words SAINT-HUBERT and, therefore, occupies a secondary position within the sign as a whole.
Accordingly, the words SAINT-HUBERT must be regarded as the dominant component of the earlier mark.
As regards the mark claimed, it must be observed, as the Board of Appeal did (paragraph 30 of the contested
decision), that the word element HUBERT' holds an equivalent position in relation to the figurative element
and, therefore, that it cannot be regarded, from a visual point of view, as subsidiary in relation to the other
component of the sign.

54 It must also be observed that the fact that the two signs share the word HUBERT' is of little relevance in
the visual comparison. In the overall visual assessment of the signs in question, the existence of other
components in each sign must be taken into consideration, namely:

- in the earlier mark, the term HUBERT' is preceded by the adjective SAINT' and by a hyphen. The words
form a whole which gives a visual impression distinct from the word HUBERT' alone,

- the figure 41 which follows the words SAINT-HUBERT' in the earlier mark,

- the figurative component in the mark claimed.

Those components have the effect that the overall visual impression conveyed by the earlier mark is different
from that conveyed by the mark claimed. Consequently, the dissimilarities between the conflicting signs are
sufficient for it to be held that they are not similar visually.

55 As regards aural comparison, the Board of Appeal states that the earlier mark has seven phonemes and the
mark claimed two. In addition, it finds that the stress in French is on the first, third and fifth syllables in the
case of the earlier mark and on the second syllable in the case of the mark claimed (paragraph 31 of the
contested decision).

56 It must be held that the Board of Appeal's aural analysis is correct. Clearly, the only component common
to both signs is the second word of the words forming the earlier mark, which consists of two words and a
number. The marks in question are therefore dissimilar from an aural point of view.

57 With regard to conceptual analysis of the marks in question, it must be observed that the ideas suggested
by the terms SAINT-HUBERT and HUBERT' are different. The combination of the terms SAINT' and
HUBERT' with a hyphen between them creates a concept and a logical unit that is distinct from those of its
components. Thus the words SAINT-HUBERT' form an inseparable whole which is likely to evoke in the
mind of the targeted public a saint of the Catholic religion or the name of a place. The word HUBERT', on
the other hand, corresponds to a common masculine French Christian name.

58 In this regard, whether the targeted public is aware of the actual significance of the words
SAINT-HUBERT, as being the patron saint of hunters, is irrelevant. In order to establish conceptual similarity
between the marks in question, it is sufficient to observe that the targeted public will make distinctions
between the ideas evoked by each sign. Consequently, the fact that the targeted public is aware of the
particular semantic connotations of the words SAINT-HUBERT does not affect the conceptual analysis of
those connotations.

59 Accordingly, since the dominant component of the earlier mark, SAINT-HUBERT, and the Christian
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name HUBERT' in the mark claimed have distinct semantic meanings and since, moreover, the figurative
component of the mark claimed, namely the representation of a chef, constitutes a distinguishing feature in
relation to the idea of a saint or the name of a place, it must be held that there is no conceptual similarity
between the conflicting marks.

60 The Board of Appeal concluded that there is no risk that the average consumer in France of the categories
of goods concerned might believe that the goods offered for sale under the mark claimed come from the
undertaking distributing butters, edible fats, cheeses and all dairy products' under the earlier mark, or that there
is an economic link between the two undertakings (paragraph 33 of the contested decision).

61 It should be pointed out, in the context of the global assessment of the likelihood of confusion, that,
because the average consumer retains only an imperfect image of the mark, the predominant component of the
mark in question is of major importance.

62 Thus the dominant verbal component of the earlier mark, SAINT-HUBERT', is of primordial importance in
the comparison with the mark claimed, because the average consumer looking at food products takes in and
remembers the predominant word element of the sign, which enables him to make the same choice on the
occasion of a subsequent purchase. When the targeted public encounters goods identified by the mark claimed,
which displays visual, aural and conceptual dissimilarities to the earlier mark, it will not attribute the same
commercial origin to the goods in question. Consequently, there is no risk that the targeted public might link
the goods identified by each of the two marks which evoke different ideas.

63 In those circumstances, it must be held that, even though there is identity and similarity between the goods
covered by the conflicting marks, the visual, aural and conceptual differences between the signs constitute
sufficient grounds for holding that there is no likelihood of confusion in the mind of the targeted public.

64 The finding by the Board of Appeal that the earlier mark is widely known in France and enjoys a definite
reputation in that Member State (paragraphs 28 and 33 of the contested decision) consequently has no bearing
on the application of Article 8(1)(b) of Regulation No 40/94 in this case.

65 According to the case-law of the Court of Justice, the likelihood of confusion presupposes that the signs as
well as the goods and services covered are identical or similar, and the reputation of a mark is a factor which
must be taken into account when determining whether the similarity between the signs or between the goods
and services is sufficient to give rise to a likelihood of confusion (see, to that effect, Canon, paragraphs 22
and 24). However, since, in this case, the conflicting signs cannot in any way be regarded as identical or
similar from the visual, aural or conceptual points of view, the fact that the earlier mark is widely known in
France cannot alter the global assessment of the likelihood of confusion.

66 It is clear from the foregoing that one of the essential conditions for applying Article 8(1)(b) of Regulation
No 40/94 has not been satisfied. It therefore follows that the Board of Appeal was right in finding that there
is no likelihood of confusion between the mark claimed and the earlier mark.

67 The application must therefore be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2002.

Claudia Oberhauser v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - Opposition - Earlier figurative mark containing the term 'miss fifties' -
Application for Community word mark 'Fifties' - Relative ground for refusal - Likelihood of confusion -

Article 8(1)(b) of Regulation (EC) No 40/94.
Case T-104/01.

1. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Likelihood of confusion with the earlier mark - Assessment criteria

(Council Regulation No 40/94, Art 8(1)(b) and 2(a)(ii))

2. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Similarity between the goods or services and between the marks in question - Assessment
criteria

(Council Regulation No 40/94, Art. 8(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Likelihood of confusion with the earlier mark - Fifties word mark and figurative mark
containing the words miss fifties

(Council Regulation No 40/94, Art. 8(1)(b))

$$1. Article 8(1)(b) of Regulation No 40/94 on the Community trade mark provides that, upon opposition by
the proprietor of an earlier trade mark, the trade mark applied for is not to be registered if because of its
identity with or similarity to the earlier trade mark and the identity or similarity of the goods or services
covered by the trade marks there exists a likelihood of confusion on the part of the public in the territory in
which the earlier trade mark is protected; the likelihood of confusion includes the likelihood of association
with the earlier trade mark. Article 8(2)(a)(ii) of Regulation No 40/94 provides that an earlier trade mark is a
trade mark registered in a Member State with a date of application for registration which is earlier than the
date of application for registration of the Community trade mark.

The risk that the public might believe that the goods or services in question come from the same undertaking
or, as the case may be, from economically-linked undertakings, constitutes a likelihood of confusion and must
be assessed globally, taking into account all factors relevant to the circumstances of the case. That global
assessment implies some interdependence between the factors taken into account, and in particular similarity
between the trade marks and between the goods or services, and, a lesser degree of similarity between the
goods or services may be offset by a greater degree of similarity between the marks, and vice versa.

(see paras 24-27 )

2. When considering an opposition brought by the owner of an earlier mark under Article 8(1)(b) of
Regulation No 40/94 on the Community trade mark, and when assessing the similarity of the goods or
services concerned, all the relevant factors relating to those goods or services themselves should be taken into
account. Those factors include, inter alia, their nature, their end users and their method of use and whether
they are in competition with each other or are complementary.
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As regards comparison of the opposing signs, the global assessment of the likelihood of confusion must, as
regards the visual, aural or conceptual similarity of the marks in question, be based on the overall impression
created by them, bearing in mind, in particular, their distinctive and dominant components. It is possible that
mere aural similarity between trade marks may create a likelihood of confusion.

(see paras 31, 34 )

3. For the Spanish-speaking public there is aural and conceptual similarity between the word mark Fifties, in
respect of which registration as a Community trade mark was sought for Denim clothing in Class 25 of the
Nice Agreement and the mark consisting of the composite colour word and figurative sign with miss fifties as
its dominant word component, previously registered in Spain for clothing, footwear, headgear in the same
class.

Having regard to the aural and conceptual similarities, attributable to the dominant word component fifties,
and the identity of the goods designated by the conflicting marks, the visual differences between the signs
referred to above are not such as to dispel a likelihood of confusion in the mind of the targeted public, and
the mark sought accordingly falls within the scope of Article 8(1)(b) of Regulation No 40/94 on the
Community trade mark.

(see paras 40, 45-46, 52 )

In Case T-104/01,

Claudia Oberhauser, established in Munich (Germany), represented by M. Graf, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

Petit Liberto, SA, established in Vidreres (Spain),

ACTION brought against the decision of the Second Chamber Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) of 28 February 2001 (Case R 757/1999-2),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court on 14 May 2001,

having regard to the response of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) lodged at the Registry of the Court on 1 October 2001,

having regard to the measures of organisation of procedure,

further to the hearing on 12 March 2002,
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gives the following

Judgment

Costs

53 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful and
OHIM has asked for costs, the applicant must be ordered to pay OHIM's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 14 March 1997 the applicant filed an application for a Community trade mark under Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).

2 The trade mark in respect of which registration was sought was the word Fifties (hereinafter the mark
claimed).

3 The goods in respect of which registration of the trade mark was sought are in Class 25 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
Denim clothing.

4 The application was published in Community Trade Mark Bulletin No 38/98 on 25 May 1998.

5 On 24 July 1998 Petit Liberto, SA (hereinafter the opponent) filed a notice of opposition under Article 42
of Regulation No 40/94 against registration of the Community trade mark. The ground relied on in support of
the opposition was the likelihood of confusion, within Article 8(1)(b) of Regulation No 40/94, of the mark
claimed with an earlier mark owned by the opponent. That earlier mark (hereinafter the earlier mark) is
Spanish registration no 1.723.310 of a composite word and figurative mark in colour for clothing, footwear,
headgear within Class 25 of the Nice Classification reproduced below:

>PIC FILE="Image2.gif">

6 By decision of 30 September 1999, OHIM's Opposition Division upheld the opposition and refused
registration of the mark claimed on the basis that it was similar to the earlier mark, and that the goods
designated by the two marks were identical, which created a likelihood of confusion in the mind of the public
in Spain, where the earlier mark is protected.

7 On 19 November 1999 the applicant filed an appeal against the Opposition Division's decision at the Office
under Article 59 of Regulation No 40/94.

8 The appeal was dismissed by a decision of the Second Board of Appeal of 28 February 2001 (hereinafter
the contested decision), which was served on the applicant on 13 March 2001.
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9 The Board of Appeal found that the decision of the Opposition Division was well founded. The Board held,
essentially, that there was a likelihood of confusion in the mind of the relevant section of the public in Spain
owing to the fact that the goods designated by the two marks are identical and the fact that the conflicting
signs are, taken as a whole, similar.

Forms of order sought

10 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs and the intervener to pay the costs of the proceedings before OHIM.

11 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

12 The applicant puts forward a single plea in law, alleging infringement of Article 8(1)(b) of Regulation No
40/94.

Arguments of the parties

13 The applicant claims that the contested decision is ill founded. In its submission the Board of Appeal was
wrong in finding that there was a likelihood of confusion between the two marks.

14 First of all, both the examiner and the Second Board of Appeal at OHIM disregarded the fact that the
earlier mark does not consist of the term miss fifties alone but is a mixed composite sign containing a variety
of figurative features in colour and more than one verbal component, including the Italian words
ECCELLENTE NELLA TRADIZIONE. The words miss fifties therefore pass unnoticed within the mark as a
whole.

15 Second, although the Board of Appeal was right in finding that the average consumer perceives a trade
mark as a complete entity, it failed to appreciate the fact that in this case the distinguishing feature of the
opponent's mark is not the word fifties in isolation but the phrase miss fifties.

16 Third, the Board of Appeal failed to give reasons for its finding that there is a conceptual association
between the earlier mark and the word fifties that is liable to create a likelihood of confusion in the mind of
the average consumer as to the commercial origin of the goods designated by the two conflicting marks. The
applicant denies that the targeted public will think of a pair of jeans bearing the trade mark Fifties as goods
designated by a sub-brand of the earlier mark. But such a conceptual association could arise between, say, the
word signs misses fifties and miss fifties, or Mr. Fifties and miss fifties. The conceptual association in
question could also arise if the earlier mark comprised the word fifties. The earlier mark could then
conceivably be viewed as one of a series of marks with the word fifties as the common core element. But the
situation in this case is the other way around, with the earlier mark incorporating a number of different
components. Accordingly no single element of the earlier mark is in itself capable of constituting the basis for
a series of marks and so creating a conceptual association between the two signs.

17 OHIM notes at the outset that, pursuant to Regulation No 40/94, the concept of similarity is to be
construed by reference to the likelihood of confusion, the assessment of which depends on a number of
factors, including the recognition of the mark on the market, and the degree of similarity between the mark
and the sign and between the goods or services identified. Citing the case-law of the Court of Justice in this
field, OHIM adds that the risk of confusion is to be assessed globally taking account of the fact that there is
some interdependence between the relevant factors.
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Accordingly, a lesser degree of similarity between the goods or services designated may be offset by a greater
degree of similarity between the marks and vice versa.

18 Next, OHIM contends that, for the purposes of comparing the relevant goods, there is identity between the
goods covered by the earlier mark and those covered by the trade-mark application (denim clothing), and that
the applicant has not denied this.

19 Finally, with regard to the similarity of the marks, OHIM contends that in carrying out its examination it
must have regard to the public in the Member State where the earlier mark is protected, which in this case
comprises average consumers in Spain. The Board of Appeal's finding that the targeted public will not
immediately recognise the English word fifties as referring to a decade characterised by a particular style of
fashion is therefore not incorrect. In contrast, the targeted public will understand the word miss, not least
because several Miss contests have been held in Spain, in particular Miss Spain. OHIM further contests the
applicant's claim that the Board of Appeal failed to have regard to the verbal element, in Italian,
ECCELLENTE NELLA TRADIZIONE, in the earlier mark. Paragraph 19 of the contested decision makes it
clear that a Spanish consumer would understand those words as being a laudatory formula.

20 As regards, in particular, comparison of the visual and aural aspects of the signs in question, OHIM
contends that the Opposition Division and the Board of Appeal were right in finding the word fifties to be the
dominant component of the earlier mark. In that context, OHIM contends that there is plainly a visual and
aural identity between the distinguishing feature of the earlier mark and the mark claimed.

21 As regards comparison of the signs from a conceptual point of view, OHIM challenges the argument
advanced by the applicant before the Board of Appeal to the effect that the targeted public could read the
word fifties as a reference to the decade, and contends that there is nothing to support that view.

22 On the basis of those arguments, OHIM contends that there is a likelihood of indirect confusion between
the conflicting marks. According to OHIM, even if the targeted public detects the differences between the two
marks and is not therefore confused directly, it will assume that the purpose of the basic element common to
the two marks is to indicate origin, which is the essential function of a trade mark. OHIM argues further that,
in view of the importance that consumers attach to trade marks in the field of fashion, they will focus their
attention directly on the dominant verbal element of the earlier mark, namely the word fifties.

23 OHIM concludes that the Board of Appeal was right in taking the view in the contested decision that there
is a likelihood of confusion in the mind of the targeted public, owing to the identity of the goods and the
similarity of the conflicting marks.

Findings of the Court

24 Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered if because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark. Article
8(2)(a)(ii) of Regulation No 40/94 provides that an earlier trade mark is a trade mark registered in a Member
State with a date of application for registration which is earlier than the date of application for registration of
the Community trade mark.

25 According to the case-law of the Court of Justice on Article 4(1)(b) of First Council Directive
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89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), a provision which is in essence the same as Article 8(1)(b) of Regulation No 40/94, the risk
that the public might believe that the goods or services in question come from the same undertaking or, as the
case may be, from economically-linked undertakings, constitutes a likelihood of confusion (Case C-39/97
Canon [1998] ECR I-5507, paragraph 29 and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819,
paragraph 17).

26 According to the same case-law, the likelihood of confusion on the part of the public must be assessed
globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95 SABEL v
Puma [1997] ECR I-6191, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18; and
Case C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40).

27 That global assessment of the likelihood of confusion implies some interdependence between the factors
taken into account, and in particular similarity between the trade marks and between the goods or services.
Accordingly, a lesser degree of similarity between the goods or services may be offset by a greater degree of
similarity between the marks, and vice versa (Canon, paragraph 17 and Lloyd Schuhfabrik Meyer, paragraph
19). The interdependence of these factors is expressly referred to in the seventh recital in the preamble to
Regulation No 40/94, according to which the concept of similarity is to be interpreted in relation to the
likelihood of confusion, the assessment of which depends, inter alia, on the recognition of the trade mark on
the market and the degree of similarity between the mark and the sign and between the goods or services
identified.

28 In addition the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23 and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average
consumer of products concerned is deemed to be reasonably well-informed and reasonably observant and
circumspect. In addition, account should be taken of the fact that the average consumer only rarely has the
chance to make a direct comparison between the different marks but has to place his trust in the imperfect
image of them that he has retained in his mind. It should also be borne in mind that the average consumer's
level of attention is likely to vary according to the category of goods or services in question (Lloyd
Schuhfabrik Meyer, paragraph 26).

29 In this case, given the nature of the goods concerned (denim clothing), which are everyday consumer
items, and the fact that the earlier mark on which the opposition is based is registered and protected in Spain,
the targeted public by reference to which the likelihood of confusion must be assessed is composed of average
consumers in Spain.

30 In the light of the foregoing considerations it is appropriate first of all to compare the goods and then the
conflicting signs.

31 With regard first, to comparison of the goods, it should be recalled that, according to the case-law of the
Court of Justice, when assessing the similarity of the goods or services concerned, all the relevant factors
relating to those goods or services themselves should be taken into account. Those factors include, inter alia,
their nature, their end users and their method of use and whether they are in competition with each other or
are complementary (Canon, paragraph 23).

32 It must be observed in this case that the goods covered by the mark claimed, namely denim clothing
within Class 25, are in the category of goods covered by the earlier mark, namely clothing, footwear,
headgear, also within Class 25. The latter group of goods encompasses all types of clothing, including
clothing made of denim.

33 It must therefore be concluded, just as it was by the Board of Appeal (paragraph 12 of the
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contested decision), that the goods covered by the mark claimed and those covered by the earlier mark are
identical. Furthermore, as OHIM rightly points out, the applicant did not, in its application, raise any plea or
argument challenging that finding by the Board of Appeal.

34 Second, as regards comparison of the signs, according to case-law, the global assessment of the likelihood
of confusion must, as regards the visual, aural or conceptual similarity of the marks in question, be based on
the overall impression created by them, bearing in mind, in particular, their distinctive and dominant
components (SABEL, paragraph 23 and Lloyd Schuhfabrik Meyer, paragraph 25). Furthermore, the Court of
Justice has held that it is possible that mere aural similarity between trade marks may create a likelihood of
confusion (Lloyd Schuhfabrik Meyer, paragraph 28). It is therefore necessary to compare the conflicting signs
in this case at the visual, aural and conceptual levels.

35 As regards, first, visual comparison, it is to be noted that the earlier mark is composed of a classic jeans
label in shades of blue, pink and gold. The upper part of the label shows a group of men apparently fighting
over a pair of jeans. All the men are wearing jeans. The middle part of the label contains the terms miss
fifties in fanciful white lettering on a pink background. The expression ECCELLENTE NELLA TRADIZIONE
appears in small black capital letters underneath. This part of the label is surrounded in part by a gold leaf
pattern. The lower part of the label contains a young blond woman wearing purple jeans and a brown shirt.
She is on tiptoe and appears surprised. The background comprises a light blue coat of arms displaying the
words miss fifties in red. The coat of arms incorporates two gold coins. The mark claimed is composed of the
word Fifties.

36 It is clear from that description that the predominant component of the earlier mark is the verbal element
miss fifties, which is repeated in the lower part of the label. The other verbal component of the earlier mark,
the Italian words ECCELLENTE NELLA TRADIZIONE, occupies a subsidiary position within the sign,
appearing below the words miss fifties in smaller lettering than those words. It is therefore secondary to the
dominant verbal element miss fifties.

37 That comparison of the dominant verbal component of the earlier mark with the word mark claimed
reveals a certain visual similarity between them. The difference that the addition of the word miss in the
earlier mark makes is not significant enough to eliminate entirely the similarity created by the fact that the
essential part, the word fifties, is identical.

38 However when assessing the visual aspects of the signs in question it is important to note the relative
complexity of the earlier mark, which is a mixed sign, containing the verbal components already described,
together with a number of figurative components in very varied colours. It must therefore be held, just as it
was by the Board of Appeal (paragraph 18 of the contested decision), that the signs in question, assessed as a
whole, are not visually similar.

39 As regards, next, aural comparison, the Board of Appeal, in paragraph 18 of the contested decision, found
the conflicting marks to be dissimilar.

40 Notwithstanding this, it must be pointed out that, in the light of the considerations set out above
concerning the similarity of the dominant component of the earlier mark to the mark claimed, the two signs
are in fact aurally similar. The fact that the entire sign in respect of which registration was applied for is
incorporated in the dominant component of the sign comprising the earlier mark justifies the conclusion that
there is significant aural similarity. Furthermore, the fact that the figurative components are left out of account
when comparing the aural aspects of the signs makes the similarities between the signs stand out more clearly
than in the visual comparison.

41 Finally, as regards conceptual comparison of the conflicting marks, the Board of Appeal found at
paragraph 21 of the contested decision that there was clear conceptual similarity between the
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marks. According to the Board, the conceptual relationship between the marks is so strong as to mislead the
average consumer of clothing into thinking that the goods come from the same manufacturer - in other words
that "Fifties" is a line of denim clothing marketed by the promoters of the earlier mark of clothing (paragraph
20 of the contested decision). The Board of Appeal also held that it is on the basis of its dominant verbal
component that the average buyer of clothes in Spain understands and remembers the earlier mark. Having
regard to the composite nature of the earlier mark, on the one hand, and the fact that the mark claimed is a
word mark, on the other, the Board of Appeal held at paragraph 19 of the contested decision that average
Spanish purchasers of clothing will not regard the English word fifties as descriptive and therefore
unremarkable.

42 In that regard, it should be pointed out that, as OHIM rightly observed (see paragraph 19 above), the
targeted public is capable of comprehending the meaning of the English word miss. As for the word fifties, it
is not inconceivable that the targeted public may also be capable of understanding the meaning of that word
since, although the average Spanish consumer may not be very familiar with English, young people in Spain,
who are the usual buyers of denim clothing, have a better knowledge of English than previous generations.

43 It is irrelevant, however, for the purposes of comparing the marks in question from a conceptual point of
view, whether or not the targeted public can understand the English word fifties as being a reference to a
decade. If it does understand the word fifties as referring to the 1950s, it will by association understand the
term miss fifties as a reference to women of that decade. In contrast, if it does not understand the meaning of
fifties, it will simply regard the term miss fifties as a feminine variant of an English word, the meaning of
which is unknown to it. There can therefore be no question, so far as this component is concerned, of any
conceptual difference between the marks.

44 As for the other verbal component of the earlier mark, the Italian expression ECCELLENTE NELLA
TRADIZIONE, the Board of Appeal was right in holding at paragraph 19 of the contested decision that the
average Spanish consumer will understand this simply as a laudatory formula that is not, or not very, striking.
By reasons of its laudatory character, that verbal component is of secondary conceptual importance compared
to the dominant verbal component of the mark, miss fifties.

45 The marks in question are therefore conceptually similar, owing to the dominant verbal element, fifties, in
each sign.

46 Having regard to the foregoing considerations, and in particular the aural and conceptual similarities
between the signs in question and the identity of the goods designated by the conflicting marks, the visual
differences between the signs referred to above are not such as to dispel a likelihood of confusion in the mind
of the targeted public.

47 It should be pointed out, in the context of the global assessment of the likelihood of confusion, that,
because the average consumer retains only an imperfect image of the mark, the predominant component of the
mark in question is of major importance. Thus the dominant verbal component of the earlier mark, miss
fifties, is of major importance when analysing the sign as a whole, because the average consumer looking at a
jeans label takes in and remembers the predominant word element of the sign, which enables him to make the
same choice on the occasion of a subsequent purchase. It must be observed in that connection that consumers
do not take in the various figurative aspects of the earlier mark, because they see them as decorative features
of a label that is commonplace for jeans in its form and components, and not as the most important element
indicating the origin of the product.

48 Since the average consumer will, amongst other things, retain in his mind the predominant word element of
the earlier mark, namely the expression miss fifties, when he finds clothing of the same
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kind designated by the mark claimed he might think the goods have the same commercial origin.
Consequently, even if the average consumer is capable of detecting certain differences between the two signs,
the risk that he might associate the two marks with each other is very real.

49 It must further be observed, with regard to the conditions in which the products in question are marketed,
that it is common in the clothing sector for the same mark to be configured in various different ways
according to the type of product which it designates. It is also common for the same clothing manufacturer to
use sub-brands, that is to say signs that derive from a principal mark and which share with it a common
dominant element, in order to distinguish his various lines from one another (women's, men's, youth). In such
circumstances it is conceivable that the targeted public may regard the clothing designated by the conflicting
marks as belonging, admittedly, to two distinct ranges of products but as coming, none the less, from the
same manufacturer.

50 Application of the principle of the interdependence of the various factors to be taken into account, which
is necessarily involved in the global assessment of the likelihood of confusion, confirms that conclusion. There
may be a likelihood of confusion, notwithstanding a lesser degree of similarity between the trade marks, where
the goods or services covered by them are very similar (see Lloyd Schuhfabrik Meyer, paragraph 21). In this
case, as has already been found, the goods designated by the mark claimed and the goods covered by the
earlier mark are identical. As a consequence of that identity, which, moreover, is not contested by the
applicant, any differences between the signs in question are attenuated.

51 Finally the applicant's argument that, because the earlier mark predates the mark claimed, marks with the
common core word fifties could not possibly be viewed as forming part of a sequence must be rejected. On
that point, it need merely be observed that the average consumer has no knowledge of the chronological order
in which various marks appear on the market.

52 It follows from the foregoing that the Board of Appeal was right in concluding that there is a likelihood of
confusion between the mark claimed and the earlier mark for the purposes of Article 8(1)(b) of Regulation No
40/94. The application must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2003. Mystery drinks GmbH v Office

for Harmonisation in the Internal Market (Trade Marks and Designs). Community trade mark -
Opposition procedure - Earlier national trade mark Mixery - Application for Community word mark
MYSTERY - Proof of use of earlier mark - Relative ground for refusal - Article 8(1)(b) of Regulation

No 40/94. Case T-99/01.

In Case T-99/01,

Mystery drinks GmbH, in judicial liquidation, established in Eppertshausen (Germany), represented by T.
Jestaedt, V. von Bomhard and A. Renck, lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, B. Weggenmann and C. Røhl Søberg, acting as Agents,

defendant,

the intervener before the Court of First Instance being

Karlsberg Brauerei KG Weber, established in Homburg (Germany), represented by R. Lange,

ACTION brought against the decision of the Third Chamber Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 12 February 2001 (Case R 251/2000-3), concerning the
registration of the sign MYSTERY as a Community trade mark, which was opposed by the national trade
mark Mixery,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court on 7 May 2001,

having regard to the response of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) lodged at the Registry of the Court on 28 August 2001,

having regard to the response of the intervener lodged at the Registry of the Court on 17 August 2001,

further to the hearing on 18 September 2002,

gives the following

Judgment

Costs

50 Under the first subparagraph of Article 87(3) of the Rules of Procedure, where each party succeeds on
some and fails on other heads, or where the circumstances are exceptional, the Court may order that each
party is to bear its own costs.

51 In the present case, as the applicant has been unsuccessful, as OHIM submitted inadmissible pleadings and
as the intervener did not apply for costs, each of the parties must be ordered to bear its own costs.
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On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the parties to bear their own costs.

1 On 25 October 1996, the applicant filed an application under Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended, for a Community figurative
trade mark (`the application') at the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

2 The sign for which registration was sought is the sign reproduced below:

3 The goods in respect of which registration of the trade mark was sought were in Classes 29, 30 and 32 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following descriptions
for each class:

- `Snacks, in particular dried fruits, nuts, potato chips and potato sticks', in Class 29;

- `Cocoa, sugar, honey, treacle and goods made from these materials, in particular candies and other sweets;
pastry and confectionery; icecreams; chewing gum', in Class 30;

- `Non-alcoholic beverages with the exception of non-alcoholic beer', in Class 32.

4 The application was published in Community Trade Marks Bulletin No 21/98 of 23 March 1998.

5 On 16 June 1998, Karlsberg Brauerei KG Weber (`the intervener') filed an opposition under Article 42 of
Regulation No 40/94 against the registration of that Community trade mark. The ground relied on in support
of the opposition was the likelihood of confusion, within the meaning of Article 8(1)(b) of Regulation No
40/94, between the mark claimed and an earlier national mark owned by the intervener. The earlier mark in
question is the word mark Mixery registered in Germany as No 395 02 709 to designate the following
products:

- `Beers and beverages containing beer', in Class 32.

6 By decision of 4 February 2000, the Opposition Division rejected the opposition.

7 On 3 March 2000, the intervener filed an appeal at OHIM, under Article 59 of Regulation No 40/94,
against the decision of the Opposition Division.

8 By decision of 12 February 2001 (`the contested decision'), which was notified to the applicant on 27
February 2001, the Third Chamber Board of Appeal annulled in part the decision of the Opposition Division.

9 The Board of Appeal considered, in substance, that there was a likelihood of confusion between the earlier
trade mark and the trade mark claimed for products in Class 32. None the less, that likelihood was ruled out
for products in Classes 29 and 30.

Procedure and forms of order sought by the parties

10 The applicant claims that the Court should:

- annul the contested decision;
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- order OHIM to pay the costs.

11 OHIM contends that the Court should:

- take into account the parties' pleadings;

- apportion the costs according to the outcome of the proceedings and, furthermore, not order it to pay the
costs.

12 The intervener claims that the Court should dismiss the action.

13 By letter of 5 September 2002, the applicant informed the Court that it was insolvent. Moreover, it may
be inferred from its observations that it intends to continue the proceedings. Furthermore, the applicant was
not represented at the hearing.

The law

Preliminary observations

14 In its pleadings, OHIM does not express any views on either the applicant's claims or on the fate of the
contested decision.

15 In that regard, OHIM's pleadings are inadmissible. However, the intervener has claimed that the application
should be dismissed. The Court must therefore examine the present dispute in accordance with Article 134(4)
of the Rules of Procedure of the Court of First Instance.

The single plea in law, alleging infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

16 The applicant submits that a trade mark such as the intervener's, which is not particularly distinctive, must
enjoy only limited protection, particularly since the relevant public associates the trade mark Mixery with
words like `mixen' (to mix) or `mix' (mixture), which indicate that the beverage is a mixture or a cocktail.
Even by intensive usage, such a trade mark cannot attain the status of a `really strong' trade mark.

17 Furthermore, the reputation of the intervener's trade mark has never been sufficiently demonstrated.

18 The applicant further claims that the arguments and documents attesting to the reputation of the trade mark
Mixery were not submitted in the context of the opposition proceedings and cannot be submitted for the first
time before the Board of Appeal. It likewise maintains that the question of the highly distinctive nature of a
trade mark is a question of law. Thus, the applicant contends that, in accordance with the second phrase of
Article 74(1) of Regulation No 40/94, no challenge on its part was necessary in respect of facts which,
moreover, were not properly submitted.

19 As regards comparison of the signs, the applicant claims that:

- typographically, the conflicting signs are different because the central letters, `IX' and `YST', differ and
because the initial `M' of the sign MYSTERY is in a very stylised form;

- aurally, the signs are different; their syllables differ considerably from each other; in the first syllable, the `i'
of Mixery is shorter and clearer than the `Y' of MYSTERY and, in the second syllable, the `St' of
MYSTERY is pronounced differently from the `x' of Mixery, a consonant rarely used;

- conceptually, the signs in issue, which have a clear meaning, differ considerably; the word MYSTERY
evokes, in Germany, the word `Mysterium'; on the other hand, the sign Mixery clearly refers to the word
`mix' (mixture) or `mixen' (to mix).

20 The applicant further claims that the visual impression of the trade mark is of primary importance,
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since in shops customers do not order the product orally and since only a tiny proportion of those beverages
are ordered in establishments with a high level of sound, where consultation of the list beforehand precludes
any likelihood of confusion. In addition, the beverage is normally served with the bottle showing the trade
mark. Where the beverage is taken from the barrel, the trade mark appears on the tap or even on the glass or
the beer mat.

21 As regards a comparison of the products, the applicant maintains that they are not similar. Non-alcoholic
beverages are not manufactured at the same sites as beer and are sold in completely separate departments.
Furthermore, the determining different between the beverages relates to whether or not they contain alcohol,
having regard to the restrictions associated with age or with driving a motor vehicle, and consumers are very
aware of that difference.

22 In conclusion, the applicant maintains that there is no likelihood of confusion between the trade mark
claimed and the earlier trade mark.

23 The intervener submits that, owing to its reputation, the trade mark Mixery has a very distinctive nature.
It states, in that regard, the factors susceptible of supporting recognition of that reputation.

24 Contrary to the applicant's contentions, the reference to a high degree of distinction had already been
referred to in the context of the opposition proceedings, and that factor was correctly understood by the Board
of Appeal as meaning that it was a known trade mark.

25 The intervener states that aural confusion is ruled out by the applicant only on the basis of an artificial
analysis based on a fragmented analysis of the trade mark. Likewise, the argument based on the use of the list
of beverages is irrelevant, since it merely refers to the likelihood of confusion at a different level.

26 The intervener contends that it is impossible to claim that the products are not similar. In that regard, the
intervener submits that it is not true to state that non-alcoholic beverages and mixtures based on beer are
manufactured at different production sites.

27 Last, the intervener claims that consumers cannot be divided into two separate categories, since there is a
significant number of consumers to whom the two products are addressed at the same time.

Findings of the Court

28 Article 8(1)(b) of Regulation No 40/94 provides that, upon opposition by the proprietor of an earlier trade
mark, the trade mark applied for is not to be registered where, `because of its identity with or similarity to the
earlier trade mark and the identity or similarity of the goods or services covered by the trade marks there
exists a likelihood of confusion on the part of the public in the territory in which the earlier trade mark is
protected; the likelihood of confusion includes the likelihood of association with the earlier trade mark'.

29 According to the case-law of the Court of Justice on Article 4(1)(b) of First Council Directive 89/104/EEC
of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40,
p. 1), a provision which is in essence the same as Article 8(1)(b) of Regulation No 40/94, the risk that the
public might believe that the goods or services in question come from the same undertaking or, as the case
may be, from economically-linked undertakings, constitutes a likelihood of confusion (Case C-39/97 Canon
[1998] ECR I-5507, paragraph 29, and Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819,
paragraph 17).

30 According to the same case-law, the likelihood of confusion on the part of the public must be assessed
globally, taking into account all factors relevant to the circumstances of the case (Case C-251/95 SABEL
[1997] ECR I-6191, paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18; and Case
C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40).
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31 That global assessment of the likelihood of confusion implies some interdependence between the factors
taken into account, as stated at the seventh recital to Regulation No 40/94, and in particular similarity between
the trade marks and between the goods or services. Accordingly, a lesser degree of similarity between the
goods or services may be offset by a greater degree of similarity between the marks, and vice versa (Canon,
paragraph 17, and Lloyd Schuhfabrik Meyer, paragraph 19).

32 In addition, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph
23, and Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average
consumer of products concerned is deemed to be reasonably well informed and reasonably observant and
circumspect. In addition, account should be taken of the fact that the average consumer only rarely has the
chance to make a direct comparison between the different marks but has to place his trust in the imperfect
image of them that he has retained in his mind. It should also be borne in mind that the average consumer's
level of attention is likely to vary according to the category of goods or services in question (Lloyd
Schuhfabrik Meyer, paragraph 26).

33 In the present case, the Court observes, first of all, that the Board of Appeal found at point 32 of the
contested decision that the intervener's trademark had a high degree of distinctiveness.

34 That finding cannot be inferred solely from the matters contained in that regard in the decision. The high
degree of distinctiveness of a trade mark must be established either in the light of the intrinsic qualities of the
mark or owing to the reputation associated with it. On the one hand, although the Board found that the
distinctiveness of the earlier mark was not reduced by the evocation of a descriptive word and that it was
sufficiently original to function as a mark, it did not specify the intrinsic qualities of that mark which would
enable that distinctiveness to be classified as rather high. On the other hand, the Court observes that, as the
applicant essentially submitted, the matters taken from the indications provided by the intervener, in particular
the bare assertion that the mark is a `fashionable beverage among young people' and the mere reference to
internet pages relating in particular to the advertising sponsorship of a function after the application for
registration cannot be held to be sufficient to establish the distinctiveness of the earlier mark resulting from
the reputation attached to it (see, on that point, Lloyd Schuhfabrik Meyer, cited above, paragraphs 22 and 23).

35 Accordingly, the Board of Appeal's finding that the opponent's mark had a rather high degree of
distinctiveness must be set aside without its being necessary to adjudicate on the other points relating to the
examination of reputation raised by the applicant.

36 However, the error thus made by the Board of Appeal is not in itself sufficient to render its decision
invalid. The likelihood of confusion between the mark claimed and the earlier mark may be established
without reference to the high degree of distinctiveness of the earlier mark. The Court must therefore consider
whether, irrespective of the error referred to above, the contested decision correctly established the likelihood
of confusion.

37 In this case, given that beverages in Class 32 are everyday consumer items and that the earlier mark on
which the opposition is based is registered and protected in Germany, the relevant public by reference to
which the likelihood of confusion must be assessed is composed of average consumers in that Member State.

38 In the light of those considerations, it is necessary to compare, first, the goods concerned and, second, the
signs in question, in order to determine whether registration of the sign MYSTERY is capable of giving rise
to the likelihood of confusion with the earlier mark Mixery.
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39 With regard, first, to comparison of the goods, it should be recalled that, according to the case-law of the
Court of Justice, when assessing the similarity of the goods or services concerned, all the relevant factors
which characterise their relationship should be taken into account. Those factors include, inter alia, their
nature, their end users and their method of use and whether they are in competition with each other or are
complementary (Canon, paragraph 23).

40 In that regard, the Board of Appeal found that the earlier mark is protected not only in respect of beers
but also of mixed beverages containing beer, which might be non-alcoholic. The Board of Appeal also found
that beers and other beverages could come, in particular in the bottling and marketing stages, from the same
undertakings, could be sold side by side and had the same destination. Furthermore, in the minds of
consumers, mixed beverages based on beer might be substituted for either beer or non-alcoholic beverages.
The Board of Appeal therefore rightly concluded that the goods concerned in Class 32 were similar.

41 As regards the applicant's arguments concerning the special attention which consumers pay to the alcoholic
content of beverages, in the light of the restrictions associated with age or driving, they cannot be accepted
since, as the Board of Appeal observed, the differences between certain beverages from the point of view of
alcoholic content ((beers with reduced alcohol content, beers without alcohol or mixed beverages) would tend
to become blurred and would not prevent consumers from considering that both products were manufactured
under the control of the same undertaking.

42 As regards, second, comparison of the mark and the sign claimed, according to case-law, the global
assessment of the likelihood of confusion must, as regards the visual, aural or conceptual similarity of the
marks in question, be based on the overall impression created by them, bearing in mind, in particular, their
distinctive and dominant components (SABEL, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25).
Furthermore, the Court of Justice has held that it is possible that mere aural similarity between trade marks
may create a likelihood of confusion (Lloyd Schuhfabrik Meyer, paragraph 28).

43 It is therefore necessary to compare, in visual, aural and conceptual terms, the sign `MYSTERY', as
reproduced at paragraph 2 above, and the mark Mixery.

44 Visually, it is quite clear, as the Board of Appeal observed, that the two signs may be readily
distinguished by their graphic form, particularly because the sign MYSTERY is presented in a figurative form
including, in particular, a stylised capital `M'.

45 Aurally, the Board of Appeal found that, having regard to the rules of pronunciation of German and
English, by which the word `Mystery' is inspired, the common features in the dominant elements on both
sides prevailed phonetically by comparison with the differences, which meant that the signs were similar.

46 In that regard, the applicant's argument relating to the importance of those differences cannot be accepted.
Those differences can be detected aurally, as submitted by the applicant, only in so far as the applicant carries
out a fragmented analysis, syllable by syllable, and omits to compare the pronunciation of the word as a
whole.

47 Conceptually, the Board of Appeal found that, in spite of the absence in similarity between the signs in
question in that regard, the evocative meaning of them was not sufficiently direct and precise to be
immediately perceived by consumers and therefore to enable them to be distinguished with certainty. In that
regard, it cannot be accepted that the relevant public will carry out a sufficiently elaborate analysis of the
signs to find that possible meaning.

48 In the light of all the foregoing considerations, and in particular of the great similarity of the products and
the aural similarity of the signs in question, it must be held that the Board
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of Appeal correctly concluded that there was a likelihood of confusion in the minds of the relevant public
between the mark claimed and the earlier mark, within the meaning of Article 8(1)(b) of Regulation No 40/94.
That conclusion cannot be invalidated by the applicant's argument that the visual impression is of primary
importance. It is sufficient that there is a likelihood of confusion and not that confusion be established.
Since the goods in question are also consumed after being ordered orally, the aural similarity of the signs in
question is in itself sufficient to give rise to the likelihood of confusion.

49 In those circumstances, the plea alleging infringement of Article 8(1)(b) of Regulation No 40/94 must be
rejected. The application must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002.

BioID AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Figurative mark containing the abbreviation BioID - Absolute grounds for

refusal - Article 7(1)(b) of Regulation (EC) No 40/94.
Case T-91/01.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Examination in the case of a compound mark - Need to
examine each of the elements independently of their relative importance

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Figurative abbreviation BioID'

(Council Regulation No 40/94, Art. 7(1)(b))

$$1. The absence of distinctive character, within the meaning of Article 7(1)(b) of Regulation No 40/94 on
the Community trade mark, of a compound mark - that is to say, a mark composed of several elements -
cannot be determined solely by reference to the relative importance of certain elements of which it is
composed as compared with that of other elements of the mark, in respect of which an absence of distinctive
character has been established. A compound mark cannot fall under the abovementioned article if one of its
composite elements is distinctive in respect of the goods and services concerned. That is true even if the sole
distinctive element of the compound mark is not dominant in relation to the other composite elements of the
mark.

Accordingly, the distinctive character of a compound mark must be assessed in the light of all the elements of
which it is composed.

(see para. 36 )

2. According to Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are
devoid of any distinctive character' are not to be registered. As regards registration of the figurative mark
containing the abbreviation BioID', which was applied for in respect of goods and services in Classes 9, 38
and 42 of the Nice Agreement, including goods the use of which is required for the biometric identification of
live organisms and services provided by means of such identification, that mark is devoid of distinctive
character in so far as it is composed of a combination of elements each of which is likely to be used, in
trade, to present the goods and services claimed and is therefore devoid of distinctive character in respect of
those goods and services.

(see paras 22, 30-31, 41 )

In Case T-91/01,

BioID AG, established in Berlin (Germany), in judicial liquidation, represented by A. Nordemann, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S. Bonne
and G. Schneider, acting as Agents,

defendant,
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ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 20 February 2001 (Case R 538/1999-2) concerning the
registration of a figurative mark containing the abbreviation BioID,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Plingers, Administrator,

having regard to the written procedure and further to the hearing on 11 July 2002,

gives the following

Judgment

Costs

52 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, having regard to the form of order sought by the Office, be ordered to pay the latter's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

1 On 8 July 1998, the applicant, acting under its former name, D.C.S. Dialog Communication Systems AG,
filed an application for a Community trade mark at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (the Office') pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended. The Office received the application on 10 July
1998.

2 The mark in respect of which registration is sought is the sign reproduced below:

>PIC FILE="Image12.gif">

3 The goods and services in respect of which registration of the sign is sought fall under Classes 9, 38 and
42 of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes
of the Registration of Marks of 15 June 1957, as revised and amended. They correspond to the following
descriptions, which were set out in the application for registration of the mark:

- Computer software, computer hardware and parts therefor, optical, acoustic and electronic apparatus and parts
therefor, all the aforesaid goods in particular for and in connection with the monitoring of user passwords, for
computer intercommunication and for the computer-aided identification and/or verification of live organisms
based on one or more specific biometric characteristics' in Class 9.

- Telecommunications; security services in connection with computer communications, access to databases,
electronic payment transactions, the checking of user passwords and the computer-aided identification and/or
verification of live organisms based on one or more specific biometric characteristics' in
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Class 38.

- Providing of software on the internet and other communications networks, on-line maintenance of computer
programs, computer programming, all the aforesaid services in particular for and in connection with the
monitoring of user passwords, computer intercommunication and the computer-aided identification and/or
verification of live organisms based on one or more specific biometric characteristics; technical development
of systems for monitoring user passwords, for computer intercommunication, and of systems for the
computer-aided identification and/or verification of live organisms based on one or more specific biometric
characteristics' in Class 42.

4 By decision of 25 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was descriptive of the goods and services and devoid of any
distinctive character within the meaning of Article 7(1)(c) and (b) of Regulation No 40/94.

5 On 20 August 1999, the applicant filed at the Office an appeal against the examiner's decision in accordance
with Article 59 of Regulation No 40/94.

6 By decision of 20 February 2001, which was notified to the applicant on 23 February 2001, the Second
Board of Appeal dismissed the appeal (the contested decision'). The Board of Appeal found, essentially, that
the abbreviation BioID, read as a whole, constituted a shortened form of the words biometric identification'.
Accordingly, the Board of Appeal considered that the mark applied for described characteristics of the goods
and services claimed and that registration of the mark should be refused in accordance with Article 7(1)(c) of
Regulation No 40/94. As regards the graphic form of the mark applied for, the Board of Appeal considered
that the graphic elements were minimal and therefore could not endow the mark with any distinctive character.

7 On 13 March 2001, the change of the applicant's name to BioID AG' was registered in the commercial
register of the Amtsgericht Charlottenburg.

Procedure and forms of order sought by the parties

8 By application lodged at the Registry of the Court of First Instance on 25 April 2001, the applicant brought
the present action. On 6 August 2001, the Office lodged a response.

9 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to admit the trade mark sought for publication;

- order the Office to pay the costs.

10 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

11 Since the applicant had informed the Court of First Instance at the hearing that it was in liquidation, the
President asked it to state whether it wished to pursue the action by 15 September 2002 at the latest. By letter
of 13 September 2002, the liquidator declared that the action brought by the applicant would be pursued. The
President subsequently closed the oral procedure.

12 At the hearing, the applicant withdrew its second claim for an order against the Office to admit the trade
mark sought for publication and the Court of First Instance took formal notice thereof in the minutes of the
hearing. The applicant also produced certain documents. The Office did not object to the inclusion of those
documents in the case file.
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Law

13 The applicant raises two pleas in law alleging infringement of Article 7(1)(c) and Article 7(1)(b)
respectively of Regulation No 40/94.

The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

14 The applicant submits, generally, that even a minimal degree of distinctive character is sufficient to exclude
the absolute ground of refusal laid down in Article 7(1)(b) of Regulation No 40/94. In that regard, it refers to
Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259, paragraphs 39 and
40.

15 The applicant submits that the abbreviation BioID is not directly descriptive of the goods and services
concerned but is merely suggestive. In addition, the applicant claims that the abbreviation in question is an
invented term which does not appear in any dictionary and is not actually used, except as a mark by the
applicant only.

16 According to the applicant, even if the element ID' must be regarded as meaning identification', the
abbreviation BioID' does not indicate how that identification is carried out. That is true regardless of the
semantic content of the element Bio' (which, as the case may be, expresses the idea of a connection with life
in general or with organic life or that of a connection with nature). In that context, the applicant observes that
the goods and services concerned, which fall within the sector of data processing, are in no way connected
with biology, nature or organic life.

17 The applicant submits that the graphic form of the mark applied for is so unusual that the targeted trade
circles will perceive the mark as a distinctive sign.

18 Moreover, the applicant observes that the abbreviation Bioid has been registered in Germany as a word
mark for the following goods and services: computer software recorded on data carriers of all kinds; printed
matter; telecommunications; computer programming'. According to the applicant, the German Patent and Trade
Mark Office applies the grounds of refusal resulting from a lack of distinctive character in a relatively
restrictive manner.

19 Finally, the applicant refers to decisions of the Office recognising the registrability of other marks
containing the prefix bio', such as BIOWIRE, BIOTAG, BIOWATT, BIOSELECT, BIOPLOT, BIOSPRINT,
BIOTECT, BIOSLIM, BIOPRIME and BIOSTAR. According to the applicant, those decisions concern marks
similar to that at issue in the present case and, therefore, support the view that that mark should be regarded
as registrable.

20 The Office contends that each of the elements of which the abbreviation BioID is composed is devoid of
distinctive character in relation to the goods and services claimed and that the way in which those elements
are combined does not alter that assessment. In that regard, the Office submits that, since the relevant public
is formed by consumers with specialised knowledge who either are English speakers or, at least, have a
knowledge of English, it will perceive the abbreviation in question as denoting biometric identification' and
thus as an indication of the kind or intended purpose of the goods and services. In addition, the Office
submits that the expression biometric identification' is actually used as a generic term by the applicant's
competitors.

21 The Office submits that the graphic form of the mark applied for consists of a widely used standard
typeface, namely Arial'. In addition, the Office states that the fact that each of the two syllables is represented
by characters of different boldness cannot alter the overall perception of the mark by the consumer and that
the use of upper case characters in the second syllable merely reinforces the descriptive character of the sign,
because the element ID', which is generally used as an abbreviation of identification', will immediately be
recognised as such. According to the Office, the graphic
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form of the trade mark applied for does not therefore alter its descriptive character and does not, in itself,
endow it with distinctive character.

Findings of the Court

22 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character' are not to be registered. In addition, Article 7(2) of Regulation No 40/94 states that [p]aragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community'.

23 As is clear from the case-law, the signs referred to in Article 7(1)(b) of Regulation No 40/94 are, in
particular, those which, from the point of view of the relevant public, are commonly used in trade in
connection with the presentation of the goods or services concerned or in respect of which there is, at least,
evidence that they could be used in that way. Such signs do not enable the relevant public to repeat the
experience of a purchase, if it proves to be positive, or to avoid it, if it proves to be negative, on the occasion
of a subsequent acquisition of the goods or services concerned (see, to that effect, Case T-79/00 Rewe-Zentral
v OHIM (LITE) [2002] ECR II-705, paragraph 26).

24 The distinctiveness of a mark can therefore be assessed only by reference to the goods or services for
which registration of the mark has been requested and to the perception of the public targeted.

25 In its response, the Office stated that the relevant public was composed of consumers with specialised
knowledge who are well informed about the goods on the market'. The applicant disputed that definition at the
hearing and alleged that users of computers and the internet in general are also part of the relevant public. In
the light of those arguments and having regard to the types of goods and services concerned, the Court of
First Instance considers that the relevant public is, in any event, one with experience in the sector of the
goods and services in question.

26 With respect to the mark applied for, it should be noted, first of all, that it contains not only a word
element, namely the abbreviation BioID, but also figurative elements which, as such, are devoid of any
semantic content, namely the typographical features of the abbreviation. In addition, it contains two graphic
elements placed after the abbreviation BioID, namely a full stop (º ') and a sign («').

27 In that regard, it should be observed that Article 7(1)(b) of Regulation No 40/94 does not distinguish
between different categories of trade marks. The criteria for the assessment of the distinctive character of trade
marks composed of figurative elements or of a combination of word and figurative elements are no different
from those applicable to other categories of trade mark. Moreover, a trade mark composed of several elements
(a compound trade mark') must, for the purposes of assessing its distinctive character, be considered as a
whole. However, that is not inconsistent with a successive examination of the different composite elements of
the mark.

28 Firstly, the abbreviation BioID is composed of two elements (Bio' and ID'). In English, the element ID' is
a standard abbreviation of the noun identification, as the Board of Appeal demonstrated in paragraph 16 of the
contested decision. The prefix Bio' may constitute either an abbreviation of an adjective (biological',
biometrical') or the abbreviation of a noun (biology'). Thus, since the abbreviation BioID is composed of
abbreviations which are part of the vocabulary of the reference language, it does not represent an exception to
the lexical rules of that language and is therefore not unusual in its structure.

29 Moreover, it should be noted that, in the light of the goods and services claimed, the relevant public
understands the abbreviation BioID as meaning biometrical identification'. In that respect, the applicant's claims
that the various meanings of the element Bio' relate to the idea of life
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and not to the goods and services in question are irrelevant.

30 As regards, first of all, the goods within the categories described as computer software, computer hardware
and parts therefor, optical, acoustic and electronic apparatus and parts therefor, all the aforesaid goods in
particular for and in connection with the monitoring of user passwords, for computer intercommunication and
for the computer-aided identification and/or verification of live organisms based on one or more specific
biometric characteristics' (Class 9), it should be noted that the biometric identification of live organisms
involves or even requires the use of those goods. To be more precise, biometric identification is one of
several technical functions of those goods and not simply an area of use. Moreover, the application for
registration of the mark expressly refers, albeit by way of guidance, to the use of the goods in the context of
methods based on biometric identification. From the point of view of the relevant public, the abbreviation
BioID is therefore perceived as being likely to be commonly used, in trade, to present those goods.

31 Further, as regards the services within the categories described as security services in connection with
computer communications, access to databases, electronic payment transactions, the checking of user passwords
and the computer-aided identification and/or verification of live organisms based on one or more specific
biometric characteristics' (Class 38) and technical development of systems for monitoring user passwords, for
computer intercommunication, and of systems for the computer-aided identification and/or verification of live
organisms based on one or more specific biometric characteristics' (Class 42), it must be pointed out that,
since those services are provided by means of biometric identification or relate to the development of systems
for such identification, the abbreviation BioID directly refers to one of the qualities of those services, which
may be taken into account by the relevant public when choosing such services. From the point of view of the
relevant public, the abbreviation BioID is therefore also perceived as being likely to be commonly used, in
trade, to present those services.

32 Finally, as regards the services within the categories described as telecommunications' (class 38) and
providing of software on the internet and other communications networks, on-line maintenance of computer
programs, computer programming, all the aforesaid services in particular for and in connection with the
monitoring of user passwords, computer intercommunication and the computer-aided identification and/or
verification of live organisms based on one or more specific biometric characteristics' (Class 42), it should be
observed that there is a close functional link between those services and the goods and services referred to in
paragraphs 30 and 31 above. In addition, as regards the categories of services within class 42, the application
for registration of the mark expressly indicates, albeit by way of guidance, that those services are provided in
connection with methods based on biometric identification. Accordingly, it must be held that the abbreviation
BioID is also likely to be commonly used, in trade, to present those services.

33 Furthermore, even if the abbreviation BioID is not likely to be commonly used, in trade, for the
presentation of all the goods and services in the categories referred to in the application for registration, it
should be observed that the applicant sought registration of the abbreviation at issue in respect of all those
categories without distinguishing between the different goods and services which they cover. It is therefore
appropriate to confirm the assessment of the Board of Appeal in so far as it relates to those categories of
goods and services as a whole (see, to that effect, Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR
II-1645, paragraph 33).

34 It follows that, since, from the point of view of the relevant public, the abbreviation BioID is likely to be
commonly used, in trade, for the presentation of the goods and services in the categories referred to in the
application for registration, it is devoid of distinctive character as regards those categories of goods and
services.

35 Secondly, as regards the figurative sign composed of the typographical elements of the abbreviation
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BioID (Arial' typeface, difference in the boldness of the characters used for the two syllables Bio' and ID'),
paragraph 21 of the contested decision implies that the Board of Appeal considered that a compound mark is
devoid of distinctive character where the word element is descriptive of the goods and services concerned and
the relative importance of the figurative elements is minimal' in comparison with that of the word element.

36 In that regard, it should be noted that the absence of distinctive character of a compound mark cannot be
determined solely by reference to the relative importance of certain elements of which it is composed as
compared with that of other elements of the mark, in respect of which an absence of distinctive character has
been established. A compound mark cannot fall under Article 7(1)(b) of Regulation No 40/94 if one of its
composite elements is distinctive in respect of the goods and services concerned. That is true even if the sole
distinctive element of the compound mark is not dominant in relation to the other composite elements of the
mark. It is therefore not permissible, for the purposes of Article 7(1)(b) of Regulation No 40/94, to disregard
an element of a compound mark. Consequently, the Office authorities cannot dispense with an examination of
some elements of a compound mark on the ground that their importance is minimal in comparison with that
of other elements. On the contrary, the distinctive character of a compound mark must be assessed in the light
of all the elements of which it is composed.

37 It must therefore be considered, in the present case, whether the figurative elements consisting of the
typographical features of the abbreviation BioID are devoid of distinctive character in respect of the categories
of goods and services concerned. The Office's response and the answers which it gave at the hearing to the
questions put by the Court of First Instance in that respect indicate that the Arial' typeface and characters of
different boldness are commonly used, in trade, for the presentation of all types of goods and services. The
figurative elements are therefore equally likely to be used in that way for the goods and services covered by
the application for registration of the mark. Accordingly, the claim made by the applicant at the hearing that,
as a result of the presence of those elements, the relevant public will be led to perceive the mark as an
indication of origin is irrelevant. It must therefore be held that the figurative elements consisting of the
typographical features of the abbreviation BioID are devoid of distinctive character in relation to the goods
and services in question.

38 As regards the full stop (º '), the applicant itself declared at the hearing that that element is commonly
used as the last of several elements in a word mark, indicating that the mark is an abbreviation.

39 Finally, the Office rightly stated at the hearing that the function of the sign («') is limited to indicating that
the mark has been registered for a specific territory and that, in the absence of such registration, the use of
that graphic element would be misleading for the public. Moreover, that element, in combination with one or
more other signs, is commonly used, in trade, in presenting all types of goods and services.

40 Accordingly, the graphic elements referred to in paragraphs 38 and 39 above are likely to be used, in
trade, to present the goods and services claimed and are therefore devoid of distinctive character in respect of
those goods and services.

41 It follows that the mark applied for is composed of a combination of elements each of which is likely to
be used, in trade, to present the goods and services claimed and is therefore devoid of distinctive character in
respect of those goods and services.

42 Furthermore, the case-law shows that if a compound mark is composed only of elements devoid of
distinctive character in respect of the goods and services concerned the overall mark is likewise likely to be
commonly used in trade to present those goods and services. That would only not be
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the case if concrete evidence, such as, for example, the way in which the various elements are combined,
were to indicate that the compound trade mark, taken as a whole, is greater than the sum of its parts (see, to
that effect, the Opinion of Advocate General Ruiz-Jarabo Colomer in Case C-363/99 Koninklijke KPN
Nederland and PTT Nederland [2004] ECR I-0000, paragraph 65).

43 Contrary to what the applicant claims, there appears to be no such evidence in the present case. The
structure of the mark applied for - consisting, essentially, of the combination of a descriptive abbreviation with
the typographical features described in paragraph 37 above and the graphic elements referred to in paragraphs
38 and 39 above - does not preclude the conclusion that the overall mark is likely to be commonly used in
trade to present the goods and services in the categories referred to in the application for registration of the
mark.

44 The trade mark applied for is therefore devoid of distinctive character in respect of the categories of goods
and services concerned.

45 In its application, the applicant relied on the registration of the word mark Bioid in Germany and, at the
hearing, on the registration in the United States of America of a figurative mark identical to that at issue in
the present case. In that regard, it is settled case-law that the Community trade mark regime is an autonomous
system with its own set of objectives and rules peculiar to it and that it applies independently of any national
system (Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829, paragraph 47). The
registrability of a sign as a Community mark can therefore be assessed only on the basis of the relevant
Community rules. The Office and, as the case may be, the Community judicature are not bound by a decision
taken by a Member State or a third country acknowledging the registrability of the same sign as a national
trade mark. That is the case even where that decision was taken in accordance with national legislation
harmonised under Directive 89/104.

46 The applicant's arguments based solely on the registrations in Germany and the United States of America
therefore have no bearing on the issue. Moreover, the applicant has put forward no substantive argument
which might be derived from those national decisions and relied upon in support of the plea raised.

47 With respect to the applicant's arguments relating to the decisions of the Boards of Appeal recognising the
registrability of other marks containing the element Bio', it should be observed that factual or legal grounds
contained in a previous decision may certainly constitute arguments supporting a plea alleging infringement of
a provision of Regulation No 40/94. Nevertheless, in the present case, the applicant has not relied on grounds
contained in those decisions which might call into question the above findings as to the distinctive character
of the trade mark applied for.

48 At the hearing, the applicant also relied on the registration by the Office of the word mark Bioid' for the
categories of goods and services described as printing products', telecommunications' and computer
programming'. In that regard, it should be observed that, contrary to what the applicant apparently claims, the
figurative mark at issue in the present case and the word mark Bioid' are not interchangeable and that, as the
Office rightly pointed out, the fact, in particular, that in the word mark Bioid' the letters id' are in lower case
characters distinguishes it, as regards its semantic content, from the abbreviation BioID' as it appears in the
mark applied for.

49 The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94 must therefore be rejected with
regard to all the categories of goods and services referred to in the application for registration of the mark.

50 Accordingly, it is unnecessary to consider the plea alleging infringement of Article 7(1)(c) of Regulation
No 40/94. In accordance with well-established case-law, it is sufficient that one
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of the absolute grounds of refusal applies for the sign to be ineligible for registration as a Community trade
mark (Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 28).

51 The action must therefore be dismissed.

DOCNUM 62001A0091

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2001 ; A ; judgment

PUBREF European Court reports 2002 Page II-05159

DOC 2002/12/05

LODGED 2001/04/25

JURCIT 31994R0040-A07P1LB : N 14 - 49
31994R0040-A07P1LC : 50
31994R0040-A07P2 : N 22
61999A0359 : N 33
61999C0363 : N 42
62000A0024 : N 50
62000A0032 : N 45

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

MISCINF POURVOI : C-37/03

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

NOTES Kaempf, Markus: European Law Reporter 2003 p.61-63

PROCEDU Application for annulment - unfounded

DATES of document: 05/12/2002
of application: 25/04/2001

© An extract from a JUSTIS database



62001A0091 European Court reports 2002 Page II-05159 10

© An extract from a JUSTIS database



62001A0079 European Court reports 2002 Page II-04881 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2002. Robert Bosch GmbH
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Kit Pro and Kit Super Pro - Absolute grounds for refusal - Article 7(1)(b) of Regulation
(EC) No 40/94. Joined cases T-79/01 and T-86/01.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Kit Pro' and Kit Super Pro'

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Examination in the case of a compound mark

(Council Regulation No 40/94, Art. 7(1)(b))

3. Community trade mark - Decisions of the Office - Legality - Examination by the Community judicature -
Criteria

(Council Regulation No 40/94)

$$1. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are
devoid of any distinctive character' are not to be registered. As regards the registration of Kit Pro' and Kit
Super Pro', applied for in respect of parts for repairing drum brakes in land vehicles, those combinations of
words are devoid of any distinctive character in relation to those goods.

Each of the trade marks applied for consists of a combination of components, each of which is devoid of
distinctive character as regards those goods and there does not appear to be any concrete evidence to show
that the marks, considered as a whole, are greater than the sum of their parts.

(see paras 18, 28, 30-31 )

2. In the context of the examination of the absolute ground for refusal referred to in Article 7(1)(b) of
Regulation No 40/94 on the Community trade mark, and in respect of a trade mark made up of several
components (a compound mark), for the purposes of assessing its distinctive character, it is appropriate to
consider the mark as a whole. However, that is not incompatible with an examination of each of the mark's
individual components in turn.

The fact that a compound trade mark consists only of components devoid of distinctive character as regards
the goods or services concerned is evidence which generally justifies the conclusion that that trade mark,
considered as a whole, is also devoid of distinctive character in relation to those goods or services. Such a
conclusion can be dismissed only if concrete evidence, such as, for example, the way in which the various
components are combined, indicates that the compound trade mark, considered as a whole, is greater than the
sum of its parts.

(see paras 22, 29 )

3. Decisions concerning registration of a sign as a Community trade mark which the Boards of Appeal of the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) are called on to take under
Regulation No 40/94 are adopted in the exercise of circumscribed powers and are not a matter of discretion.
Therefore, the registrability of a sign as a Community trade mark must be assessed solely on the basis of that
regulation, as interpreted by the Community judicature, and not on the basis of a previous practice of the
Boards of Appeal.

(see para. 32 )
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In Joined Cases T-79/01 and T-86/01,

Robert Bosch GmbH, established in Stuttgart (Germany), represented by S. Völker, lawyer, with an address
for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by G.
Schneider, acting as Agent,

defendant,

ACTIONS brought against two decisions of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 31 January 2001 (Cases R 124/2000-1 and R 123/2000-1) on
the registration of Kit Pro and Kit Super Pro respectively as Community trade marks,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 10 July 2002,

gives the following

Judgment

1 On 3 March 1998, the applicant filed two applications for Community word marks at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office') pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade marks of which registration was sought were Kit Pro and Kit Super Pro.

3 The goods in respect of which registration of the marks was sought come within Class 12 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:

Parts for repairing drum brakes in land vehicles'.

4 By decisions of 13 December 1999, the examiner refused the applications under Article 38 of Regulation
No 40/94 on the ground that the trade marks applied for were descriptive of the goods in question and devoid
of any distinctive character within the meaning of Article 7(1)(c) and (b) of Regulation No 40/94.

5 On 24 January 2000 the applicant filed appeals against the examiner's decisions at the Office, under Article
59 of Regulation No 40/94.

6 By decisions of 31 January 2001 (the contested decisions'), which were notified to the applicant on 6
February 2001, the First Board of Appeal dismissed the appeals. Essentially, the Board of Appeal held in
relation to Kit Pro' that, read as a whole, it expresses the idea of a professional set or of a set which is
particularly reliable and of high quality. As for Kit Super Pro', the Board of Appeal took the view that, read
as a whole, it expresses the idea of a professional set

© An extract from a JUSTIS database



62001A0079 European Court reports 2002 Page II-04881 3

of exceptional quality or of a set which is particularly reliable and capable of satisfying exacting standards.
Therefore, the Board of Appeal held that the trade marks applied for, since they designated the characteristics
of the goods referred to in the applications, had to be refused registration under Article 7(1)(c) of Regulation
No 40/94. Moreover, it held that since the trade marks were descriptive of the goods referred to in the
applications they were also caught by Article 7(1)(b) of that regulation.

Procedure and forms of order sought by the parties

7 By applications lodged at the Registry of the Court of First Instance on 5 and 11 April 2001, the applicant
brought the present actions, registered under numbers T-79/01 and T-86/01 respectively.

8 By order of 4 June 2002, the President of the Fourth Chamber joined Cases T-79/01 and T-86/01 for the
purposes of the oral procedure and of the judgment in accordance with Article 50 of the Rules of Procedure.

9 The applicant claims that the Court should:

- annul the contested decisions;

- order the Office to pay the costs.

10 The Office contends that the Court should:

- dismiss the applications;

- order the applicant to pay the costs.

Law

11 The applicant raises two pleas based on infringement of Article 7(1)(b) and Article 7(1)(c) of Regulation
No 40/94.

Arguments of the parties

12 The applicant argues that it follows from the words devoid of any distinctive character' in Article 7(1)(b)
of Regulation No 40/94 that any degree of distinctiveness, however slight, is sufficient to justify registration
of a sign as a trade mark and that one must not take too strict an approach when assessing distinctiveness.

13 As far as the terms in question are concerned, the applicant claims that each of them is a neologism
which, considered as a whole, has the minimum level of distinctiveness required.

14 As regards, more particularly, the component Kit', the applicant points out that the contested decisions do
not contain anything to show that that component must be understood exactly in the sense of (repair) sets'.
According to the applicant that word can have very varied meanings in English (equipment, gear, soldier's
equipment, set of tools, tools, tool bag, tub, basket, basin, bucket, thing, stuff, outfit, small three-stringed
violin used by dancing masters, kitten). Moreover, the applicant states that Kit' is frequently used in the most
diverse combinations as a component of a trade mark.

15 Finally, the applicant argues that registration of the trade marks applied for is justified in the light of the
decision-making practice followed by the Boards of Appeal. In that regard, it relies on the decisions accepting
the registrability of the word marks ProBank, Pro Care and PROLIPID, in connection with which the Boards
of Appeal held that the component Pro' had several meanings. Additionally, it cites the decisions concerning
the trade marks NETMEETING, CareService, Schülerhilfe, GLOBAL CARE, MEGATOURS, SAFETYTECH,
STEAM TERMINAL, FIXIT, TOP-LOK, helpLine, HYPERLITE, Tensiontech, SAFEJAW, SURESEAL,
FOILGUARD, OMNICARE, ZONEMESSAGE,
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BIDWATCH and Oilgear.

16 The Office argues that it follows from the descriptive nature of the trade marks applied for, in relation to
the goods concerned, that they also lack distinctive character. In that regard, it submits that the way in which
the components making up the terms in question are combined does not confer any distinctive character on
the trade marks applied for. In that context, the Office notes that the components Pro' and Super' are very
often used in the language of advertising.

17 As regards the decisions of the Boards of Appeal relied on by the applicant, the Office replies that in
relation to the great majority of those decisions the applicant has not explained to what extent the trade marks
covered by those decisions are comparable to those at issue in the present case or what constitutes the alleged
decision-making practice. More particularly, as to the decisions concerning the trade marks ProBank, Pro Care
and PROLIPID, the Office argues that those trade marks are distinguishable from the trade marks applied for
in that in the former cases Pro' precedes the dominant component. Moreover, according to the Office the mere
fact that those three trade marks containing the component Pro' have been registered does not, in the absence
of homogenous and standardised considerations underpinning those decisions, prove that there is a
decision-making practice.

Findings of the Court

18 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character' are not to be registered. Moreover, Article 7(2) of Regulation No 40/94 states that [p]aragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community'.

19 As is clear from the case-law, the trade marks covered by Article 7(1)(b) of Regulation No 40/94 are in
particular those which, from the point of view of the relevant public, are commonly used in trade for the
presentation of the goods or services concerned or in connection with which there exists, at the very least,
concrete evidence justifying the conclusion that they are capable of being used in that manner (Case T-323/00
SAT.1 v OHIM (SAT.2) [2002] ECR II-2839, paragraph 37). In addition, such trade marks do not enable the
relevant public to repeat a purchasing experience, if it proves to be positive, or to avoid it, if it proves to be
negative, on the occasion of a subsequent acquisition (Case T-79/00 Rewe Zentral v OHIM (LITE) [2002]
ECR II-704, paragraph 26).

20 Consequently, the distinctive character of a trade mark can be appraised only, first, by reference to the
goods or services in respect of which registration is sought and, secondly, by reference to the way it is
perceived by the relevant public (LITE, paragraph 27, and SAT.2, paragraph 37).

21 In that regard, the Office stated at the hearing, in answer to a question from the Court and without being
contradicted on that point by the applicant, that the relevant public consists of independent repair workshops
and private individuals wishing themselves to carry out repairs to their vehicles. Thus, it must be held that the
relevant public is an informed public in relation to the goods concerned. Moreover, since the terms in question
are made up of components taken from the English language, the relevant public is an English-speaking
public.

22 Since this is a trade mark made up of several components (a compound mark), for the purposes of
assessing its distinctive character it must be considered as a whole. However, that is not incompatible with an
examination of each of the mark's individual components in turn (Case T-118/00 Procter &amp; Gamble v
OHIM (square tablet, white with green speckles and pale green) [2001] ECR II-2731, paragraph 59).

23 First, in relation to the component Kit', a sign which may serve to designate the characteristics
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of the goods or services concerned, which may be taken into account by the relevant public when making its
choice, is generally likely to be commonly used in trade for the presentation of those goods or services.
Therefore, such a sign is devoid of any distinctive character in relation to those goods or services (SAT.2,
paragraph 40).

24 In the present case, as the Board of Appeal held in paragraphs 14 and 15 of the contested decisions and as
the Office set out in its responses, Kit' means, inter alia, set of tools' and set of pieces of equipment ready to
be assembled'. Thus, it designates a characteristic of the goods concerned which is likely to be taken into
account by the relevant public when making its choice, that is, the fact that they are marketed as a set. In that
connection, the applicant's argument that Kit' does not have a clear and specific meaning is without relevance.
The meaning of a word mark and its components must be examined in the light of the goods or services
referred to in the trade mark application (see, to that effect, Case T-356/00 DaimlerChrysler v OHIM
(CARCARD) [2002] ECR II-1963, paragraph 30). In the present case, taking account of the goods in respect
of which registration is sought, the meaning adopted by the Board of Appeal, that is set', is the correct one.

25 Accordingly, Kit' is devoid of any distinctive character in relation to the goods referred to in the trade
mark applications.

26 Second, as regards the components Pro' and Super', both are laudatory for the sake of advertising, the
purpose being to highlight the positive qualities of the goods or services for the presentation of which those
components are used. Moreover, the Office has appositely shown that those components are commonly used in
trade for the presentation of all kinds of goods and services. Therefore, it is possible to conclude that they are
also likely to be used in that way in relation to the goods designated by the trade marks applied for, even
though actual use in relation to those goods has not been established.

27 Therefore, the components Pro' and Super' are devoid of any distinctive character as regards the goods in
question in the present cases.

28 It follows that each of the trade marks applied for consists of a combination of components, each of which
is devoid of distinctive character as regards those goods.

29 Next, the fact that a compound trade mark consists only of components devoid of distinctive character as
regards the goods or services concerned is evidence which generally justifies the conclusion that that trade
mark, considered as a whole, is also devoid of distinctive character in relation to those goods or services.
Such a conclusion can be dismissed only if concrete evidence, such as, for example, the way in which the
various components are combined, indicates that the compound trade mark, considered as a whole, is greater
than the sum of its parts (see, to that effect, SAT.2, paragraph 49, and the Opinion of Advocate General
Ruiz-Jarabo Colomer in Case C-363/99 Koninklijke KPN Nederland [2004] ECR I-0000, point 65).

30 In the present proceedings, contrary to the applicant's claim, such evidence does not appear to exist. The
combination of a term designating a characteristic of the goods concerned, which is likely to be taken into
account by the relevant public when making its choice, with one or more laudatory terms does not mean that
the trade marks applied for, considered as a whole, are greater than the sum of their parts. In that connection,
it must be observed that the structure of those trade marks, which is distinguished essentially by the fact that
Pro' or Super Pro' appear after the substantive Kit', is normal in advertising language, as the Office established
to the requisite legal standard in its responses and at the hearing, by reference to research conducted on the
Internet.

31 Therefore, it must be held that the trade marks applied for, each considered as a whole, are likely to be
commonly used in trade for the presentation of the goods referred to in the trade mark applications and
therefore they are devoid of any distinctive character in relation to those goods.
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32 As to the applicant's arguments relating to the decisions of the Boards of Appeal accepting the
registrability of other trade marks, it is clear from the case-law that decisions concerning registration of a sign
as a Community trade mark which the Boards of Appeal are called on to take under Regulation No 40/94 are
adopted in the exercise of circumscribed powers and are not a matter of discretion. Therefore, the registrability
of a sign as a Community trade mark must be assessed solely on the basis of that regulation, as interpreted by
the Community judicature, and not on the basis of a previous practice of the Boards of Appeal (see, to that
effect, Case T-106/00 Streamserve v OHIM (STREAMSERVE) [2002] ECR II-723, paragraph 66).

33 In addition, factual or legal grounds contained in an earlier decision may, admittedly, constitute arguments
to support a plea alleging infringement of a provision of Regulation No 40/94. Nevertheless, it must be
pointed out that, in the present case, the applicant has not relied, in relation to those decisions - except those
concerning ProBank, Pro Care and PROLIPID -, on grounds mentioned in them such as to call into question
the assessment made above in relation to the plea based on infringement of Article 7(1)(b) of Regulation No
40/94. As regards the latter trade marks, the applicant's argument that the Boards of Appeal took the view in
their regard that pro' has several meanings is without relevance in the context of assessing the distinctive
character of the trade marks applied for. As has just been pointed out in paragraphs 26 and 27 above, the
conclusion that pro' is devoid of distinctive character is based on the fact that it is laudatory and that it is,
additionally, likely to be commonly used in trade for the presentation of the goods in question in the present
cases. As the Office rightly states in its response, the trade marks ProBank, Pro Care and PROLIPID are not
comparable to the trade marks applied for in the present case in that in the former cases the component Pro'
precedes the dominant component. Furthermore, the trade marks ProBank, Pro Care and PROLIPID were
registered in respect of goods or services other than those in question in the present cases.

34 Therefore, the applicant's arguments concerning decisions of the Boards of Appeal accepting the
registrability of other trade marks must be rejected.

35 It follows that the plea alleging infringement of Article 7(1)(b) of Regulation No 40/94 must be rejected.

36 In those circumstances, there is no need to examine the plea alleging infringement of Article 7(1)(c) of
Regulation No 40/94. According to established case-law, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal applies (Case T-345/99
Harbinger v OHIM (TRUSTEDLINK) [2000] ECR II-3525, paragraph 31; Case T-360/99 Community
Concepts v OHIM (Investorworld) [2000] ECR II-3545, paragraph 26, and Case T-24/00 Sunrider v OHIM
(VITALITE) [2001] ECR II-449, paragraph 28).

37 Consequently, the applications must be dismissed.

Costs

38 Under Article 87(2) of the Rules of Procedure the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs incurred by the Office in accordance with the form of order sought by the
Office.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the applications;
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2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)December 2002. The Procter &amp;
Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and Designs)

(OHIM). Community trade mark - Soap bar shape - Compliance with a judgment of the Court of First
Instance - Rights of defence - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-63/01.

In Case T-63/01,

The Procter &amp; Gamble Company, established in Cincinnatti, Ohio (United States of America), represented
by T. van Innis, lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and E. Joly, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 14 December 2000 (Case R 74/1998-3), which was notified to
the applicant on 11 January 2001,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 16 March 2001,

having regard to the response lodged at the Registry of the Court of First Instance on 29 May 2001,

having regard to the measures of organisation of procedure,

further to the hearing on 10 July 2002,

gives the following

Judgment

Costs

54 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the Office's costs, in accordance with the form of order sought.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:
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1. Dismisses the action;

2. Orders the applicant to pay the costs.

1 On 16 April 1996 the applicant submitted to the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (`the Office') an application for a Community figurative trade mark pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended. On 25 February 1997, a reproduction of the trade mark requested, reclassified as a
three-dimensional figurative trade mark, was received by the Office.

2 The sign whose registration was sought consists in the form reproduced below:

Perspective view from above

Plan view

Side view

3 Registration of the mark was sought in respect of soaps in class 3 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
1957, as revised and amended.

4 On 18 March 1998, the examiner informed the applicant that the application had been rejected on the
ground that the sign consisted exclusively of a shape which resulted from the nature of the goods themselves,
as provided for in Article 7(1)(e)(i) of Regulation No 40/94.

5 By decision of 15 March 1999, the Board of Appeal confirmed the examiner's decision on the grounds,
first, that the amendment of the original application for a figurative trade mark to an application for a
three-dimensional trade mark substantially changed the application for a Community trade mark, contrary to
Article 44(2) of Regulation No 40/94; second, that the sign consisted exclusively of the shape resulting from
the nature of the goods themselves, as provided for in Article 7(1)(e)(i) of Regulation No 40/94; third, that the
sign consisted of a shape of goods which was necessary to obtain a technical result, as provided for in Article
7(1)(e)(ii); and, fourth, that the sign was devoid of any distinctive character, as provided for in Article 7(1)(b)
of Regulation No 40/94.

6 By judgment of 16 February 2000 in Case T-122/99 Procter &amp; Gamble v OHIM (`Soap bar shape')
[2000] ECR II-265, the Court of First Instance annulled the decision of the Board of Appeal on the grounds,
first, that the Board of Appeal had exceeded its jurisdiction in declaring inadmissible of its own motion the
contested application for registration; second, that the Board of Appeal had infringed the applicant's rights of
defence by failing to invite it to submit its observations on two new absolute grounds for refusal which it had
applied of its own motion, namely those set out at paragraph 7(1)(b) and (e)(ii) of Regulation No 40/94; and,
third, that the Board of Appeal had erred in law in refusing registration of the mark applied for on the ground
that it consisted exclusively of a shape which resulted from the nature of the goods themselves, as provided
for in Article 7(1)(e)(i). The Court of First Instance held that the latter provision does not apply when there
are other shapes of soap bar in the trade without the features of the shape of the soap in issue (the Soap bar
shape judgment, paragraph 55).

7 With a view to compliance with the Soap bar shape judgment, the Rapporteur of the Third Board of
Appeal, by communication of 7 June 2000, invited the applicant to submit observations on the application to
the present case of Article 7(1)(b) and (e)(ii) of Regulation No 40/94.

8 By decision of 4 December 2000 (`the contested decision'), the Third Board of Appeal dismissed the
application for registration, being of the view, in essence, that that the sign in issue was devoid of any
distinctive character, as provided for in Article 7(1)(b) of Regulation No 40/94.
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Forms of order sought by the parties

9 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

10 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Substance

11 In support of its action, the applicant relies on two pleas in law alleging, respectively, infringement of the
rights of defence and infringement of Article 7(1)(b) of Regulation No 40/94.

First plea in law, alleging infringement of the rights of defence

Arguments of the parties

12 The applicant claims that its rights of defence were infringed in so far as the contested decision was
adopted by the same members of the Third Board of Appeal who on 15 March 1999 had delivered the
decision annulled in the Soap bar shape judgment, which concerned the same parties, the same application for
registration and the same absolute ground for refusal.

13 The applicant recognises that there is no requirement in the rules governing the procedure before the
Boards of Appeal that one of their members who, acting in that capacity, has previously dealt with the same
question between the same parties is to withdraw. None the less, the principle of respect for the rights of
defence implies a fair hearing, i.e. a hearing which cannot convey any appearance of a decision based on
prejudice.

14 In that regard, the applicant claims that in most States in which the rule of law applies judges, arbitrators
or court experts are required to withdraw in a specific case if they have previously adjudicated on the matter
in one or other of those capacities, in order to ensure their independence of mind.

15 The Office refutes the applicant's arguments, on the grounds that the principles on which it relies do not
apply in the proceedings before it provided for in Regulation No 40/94 and that the Boards of Appeal cannot
be classified as `tribunals'.

16 There has been no failure to have regard either to the circumstances in which objections may be raised, as
defined in Article 132 of Regulation No 40/94, or to any principle of law applying to administrative
proceedings which is generally recognised under the law of the Member States and which the Office is
required to observe pursuant to Article 79 of Regulation No 40/94.

17 The Office further observes that there is no Community rule of procedure to the effect that a case in
which an initial decision is annulled on appeal cannot be referred back, for further action, to the body which
took that decision.

18 Last, the Office states that in a number of decisions the Third Board of Appeal has recognised the
distinctive nature of trade marks which consist of the shape of the goods. Accordingly, there is no reason to
consider that the contested decision is based on bias.

Findings of the Court

19 The Court notes at the outset that the Boards of Appeal are composed of members whose independence is
ensured by the mode of appointment, by the duration of their term of office and also by the rules
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governing the exercise of their functions. Furthermore, certain provisions of Regulation No 40/94 governing
the procedure before the Boards of Appeal guarantee, inter alia, the parties' rights of defence.

20 However, the Boards of Appeal form part of the Office, which is the authority responsible for registering
trade marks under the conditions laid down in Regulation No 40/94, and also contribute, within the limits set
by that regulation, to the completion of the internal market (Case T-163/98 Procter &amp; Gamble v OHIM
(BABY-DRY) [1999] ECR II-2383, paragraphs 36 and 37).

21 In that regard, it follows from BABY-DRY, paragraphs 38 to 43, that there is continuity in terms of their
functions between the various departments of the Office and that the Boards of Appeal enjoy, in particular,
the same powers in determining an appeal as the examiner. Thus, while the Boards of Appeal enjoy a wide
degree of independence in carrying out their duties, they constitute a department of the Office responsible for
controlling, under the conditions and within the limits laid down in Regulation No 40/94, the activities of the
other departments of the administration to which they belong.

22 Since a Board of Appeal enjoys, in particular, the same powers as the examiner, where it exercises them it
acts as the administration of the Office. An action before the Board of Appeal therefore forms part of the
administrative registration procedure, following an `interlocutory revision' by the `first department' to carry out
an examination, pursuant to Article 60 of Regulation No 40/94.

23 In the light of the foregoing, the Boards of Appeal cannot be classified as `tribunals'. Consequently, the
applicant cannot properly rely on a right to a fair `hearing' before the Boards of Appeal of the Office.

24 Furthermore, the rights of the defence in proceedings before the Boards of Appeal are guaranteed by
Article 132 of Regulation No 40/94, which sets out the situations in which members of the Boards may be
excluded or objected to and, in particular, which provides, at paragraph 3, that members `suspected of
partiality' may be objected to by any party.

25 However, under that provision an objection is not admissible if the party concerned has taken a procedural
step while being aware of a reason for objection. As the Office rightly submits, that is the case here. First,
the applicant failed to plead possible partiality on the part of the Board of Appeal in question or of the
member who was Rapporteur in the present case and who was also Rapporteur when the first decision of the
same Board was taken in the present case when invited by that Rapporteur to submit observations. Second,
by submitting its observations to the Board of Appeal, the applicant took a procedural step within the meaning
of the second sentence of Article 132(3) of Regulation No 40/94 and, accordingly, forfeited the right to
demand that the members of the Board of Appeal in question withdraw.

26 In those circumstances, the first plea in law must be rejected.

Second plea in law, alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

27 The applicant acknowledges that a soap bar shape which displays only minimal and therefore not
particularly striking differences by comparison with a normal soap bar shape is in principle not apt to be
perceived as a trade mark by the public concerned. None the less, in the present case the sign is markedly
different from traditional soap bar shapes in that it has a concave profile on the longitudinal side whereas the
normal shapes are convex on at least one of their sides.

28 Thus, to the extent to which it is unusual, the sign is apt to lead the public to form a mental association
between the shape of the goods and the fact that they come from a specific undertaking.
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29 The applicant submits that a certain prejudice against three-dimensional trade marks may be perceived in
the Board of Appeal's assertion that the public needs to be educated beforehand that the shape is an individual
trade mark. That requirement has no basis in law. In that regard, it observes that according to the case-law of
the Benelux court it is neither necessary nor permissible to impose more stringent requirements than those
provided for by law, and that case-law does not require that the public be aware that the sign was specifically
conceived as a sign serving to distinguish the product and to indicate its origin.

30 On that point, the applicant refers to a number of decisions delivered in France and in Benelux which
follow that approach with regard both to trade marks consisting of package shapes and to those consisting of
shapes of goods.

31 The applicant also observes that the shape of a soap bar is more durable than any word mark which may
attach to it and more easily seen than any other sign. Furthermore, its shape is particularly apt to distinguish
it from another soap when it is not kept in its original package.

32 Last, the finding that the shape in question serves a utilitarian purpose does not mean that it cannot serve
as an indication of its origin, since the same sign may have more than one function.

33 The Office contends that in order to act as an indication of origin a trade mark must be perceived as such
and not merely as a descriptive, decorative or utilitarian attribute. To that end, a sign must be capable of
being individually identified and easily memorised. That is not so where, as here, the shape constitutes the
material representation of the goods which it is supposed to distinguish. Shapes are not as such capable of
fulfilling the role of trade marks unless they are differentiated from the normal shapes of the goods concerned.

34 In that regard, the defendant states that if the distinctive function is not exclusive of other functions, those
other functions may, as the Board of Appeal found in this case, reduce the potential of the shape to
individualise the product and to act as an indication of origin.

35 The Office maintains that the shape of a soap bar must display particular features which are not
inconsiderable by comparison with other shapes of soap bars on the market in order to be considered
distinctive. In that regard, its assessment is made solely in the light of the representation of the trade mark as
submitted by the applicant in the application.

Findings of the Court

36 Under Article 4 of Regulation No 40/94, the shape of goods or their packaging may constitute a
Community trade mark provided that it is capable of distinguishing the goods of one undertaking from those
of other undertakings. Pursuant to Article 7(1)(b) of that regulation, moreover, `trade marks which are devoid
of any distinctive character' are not to be registered.

37 However, the general capacity of a category of signs to constitute a trade mark does not mean that signs
in that category necessarily have a distinctive character within the meaning of Article 7(1)(b) by comparison
with specific goods or a specific service.

38 Signs which are devoid of any distinctive character are signs which are regarded as incapable of
performing the essential function of a trade mark, namely that of identifying the origin of the goods or
services, thus enabling the consumer who acquired them to repeat the experience, if it proves to be positive,
or to avoid it, if it proves to be negative, on the occasion of a subsequent acquisition (see Case T-79/00 Rewe
Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 26).

39 The distinctive character of a mark must be assessed, first, in relation to the goods or services for which
registration of the sign has been requested and, second, in relation to the perception of the relevant public
(Case T-358/00 DaimlerChrysler v OHIM (TRUCKCARD) [2002] ECR II-0000, paragraph 55).
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40 It should also be noted that Article 7(1)(b) of Regulation No 40/94 does not distinguish between different
types of signs. However, consumer perception is not necessarily the same where the sign consists in the
shape of goods, as such, as where a word mark or figurative mark consists in a sign which is independent of
the products it designates. While the public is accustomed to perceiving word marks or figurative marks
immediately as identifying the trade origin of the goods, that is not necessarily the case where the sign and
the outward appearance of the goods are one and the same.

41 In the present case, soaps are ordinary consumer goods aimed at consumers as a whole. Consequently, the
relevant public is deemed to be the average consumer, who is deemed to be reasonably well-informed and
reasonably observant and circumspect. However, account should be taken of the fact that the average
consumer only rarely has the chance to make a direct comparison between the different marks but must place
his trust in the imperfect picture of them that he has kept in his mind (see, to that effect, Case C-342/97
Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26).

42 The claimed shape may, in substance, be characterised by a rectangular parallelepiped with rounded edges.

43 However, a rectangular parallelepiped is a shape commonly used for soaps. Where the claimed shape is
only a slight variation on the various parallelepipedal shapes commonly used for soaps, it will not enable the
relevant public to distinguish immediately and with certainty the applicant's soaps from those having a
different trade origin.

44 As regards the applicant's argument that this shape is distinguished from shapes in common usage by the
presence of concave profiles, that particular feature is clearly insufficient, since it represents only one detail in
the whole picture as perceived by the consumer, and one which is not capable of changing his overall
impression.

45 The presence of concave profiles does not significantly affect the outward appearance of the soap and
cannot therefore be accepted as constituting a perceptible difference by comparison with other soap bar shapes
normally used.

46 Furthermore, even on the assumption that concave profiles did hold the consumer's attention, he would not
immediately perceive them as an indication of trade origin. Convex or concave profiles are features which will
be primarily interpreted as a functional feature making the soap easier to grip or as an aesthetic finish. They
will not therefore be directly perceived and remembered as constituting a distinctive sign and will not be
capable of being used by the relevant public to distinguish beyond any confusion a soap of that shape from
similarly-shaped soaps.

47 Thus, even though the shape requested is not strictly identical to a soap bar shape existing on the market,
it does not have characteristics of its own capable of informing the consumer of the trade origin of the goods.

48 As regards the applicant's argument that the public may have an unconscious perception of the sign which
is sufficient for them to make an assumption as to its trade origin, such an analysis in reality forms part of an
assessment of distinctiveness in consequence of use, which is covered by a specific provision, namely Article
7(3) of Regulation No 40/94, and such distinctiveness is acquired by virtue of the recognition of a sign which
was not initially perceptible.

49 Furthermore, the applicant's arguments that the shape of a soap is more durable than any word mark which
may attach to it and that soap is not kept in its original packaging are irrelevant, since they relate to the
everyday use of the product by the user and not to the consumer's perception of the sign at the time of
purchase. Besides, the shape would be completely invisible if the packaging were not of the same shape too.
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50 Last, as regards the arguments which the applicant bases on decisions of national courts, the Court
observes, first, that regard being had to a well-established body of Community case-law, the Community trade
mark regime is an autonomous system (the Soap bar shape judgment, cited above, paragraphs 60 and 61, and
Case T-32/00 Messe München v OHIM (electronica) [2000] ECR II-3829, paragraph 47) and, second, that the
authorities cited by the applicant are irrelevant in so far as they relate neither to shapes comparable with the
shape in respect of which registration is sought nor to goods capable of being assimilated to soaps. On the
contrary, the Court notes, by way of illustration, that the contested decision refers to two national decisions
which refused the applicant's application for a trade mark for that soap bar shape.

51 It follows that, by holding, first, that the claimed shape was only a minor variation by comparison with
typical shapes of soaps and, second, that if the characteristics of the shape in issue were noticed by the
relevant public, those characteristics would be primarily perceived as having a utilitarian function intended to
enable the soap to be gripped easily, the Board of Appeal was correct to decide that that shape is not capable
of directly indicating a particular trade source to the relevant public.

52 The second plea in law must therefore be rejected as unfounded.

53 It follows that the action must be dismissed in its entirety as unfounded.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)December 2002.

Kabushiki Kaisha Fernandes v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Opposition procedure - Earlier word mark HIWATT - Application for
Community word mark HIWATT - Proof of genuine use of earlier mark - Article 43(2) and (3) of

Regulation (EC) No 40/94 and Rule 22 of Regulation (EC) No 2868/95.
Case T-39/01.

1. Community trade mark - Observations by third parties and opposition - Examination of opposition - Proof
of use of the earlier mark - Genuine use - Definition

(Council Regulation No 40/94, Art. 43(2))

2. Community trade mark - Observations by third parties and opposition - Examination of opposition - Proof
of use of the earlier mark - Genuine use - Assessment criteria - Requirement for specific and objective
evidence

(Council Regulation No 40/94, Art. 43(2); Commission Regulation No 2868/95, Art. 1, Rule 22(2))

$$1. Genuine use of the earlier Community trade mark, within the meaning of Article 43(2) of Council
Regulation (EC) No 40/94 on the Community trade mark implies real use of the mark on the market
concerned for the purpose of identifying the goods or services. Genuine use therefore excludes minimal or
insufficient use when determining that a mark is being put to real, effective use on a particular market. In that
regard, even if it is the owner's intention to make real use of his trade mark, if the trade mark is not
objectively present on the market in a manner that is effective, consistent over time and stable in terms of the
configuration of the sign, so that it cannot be perceived by consumers as an indication of the origin of the
goods or services in question, there is no genuine use of the trade mark.

Accordingly, not only does genuine use of a trade mark exclude artificial use for the purpose of maintaining
the mark on the register; genuine use means that the mark must be present in a substantial part of the territory
where it is protected, inter alia exercising its essential function, which is to identify the commercial origin of
the goods or services, thus enabling the consumer who acquired them to repeat the experience, if it proves to
be positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent purchase.

(see paras 36-37 )

2. For the purposes of assessing genuine use of a Community trade mark, within the meaning of Article 43(2)
of Regulation (EC) No 40/94 on the Community trade mark, account must be taken of the facts and
circumstances of each case, regard being had to the wording of Rule 22(2) of Regulation No 2868/95
implementing Regulation No 40/94, which states that the indications and evidence for furnishing proof of use
are to consist of indications concerning the place, time, extent and nature of the use. Genuine use cannot be
proved by means of probabilities or suppositions, but must be demonstrated by solid and objective evidence of
effective and sufficient use of the trade mark on the market concerned.

(see paras 38, 47 )

In Case T-39/01,

Kabushiki Kaisha Fernandes, established in Tokyo (Japan), represented by R. Hacon, N. Phillips and I. Wood,
lawyers,
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applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S.
Laitinen, acting as Agent,

defendant,

the other party before the Court being

Richard John Harrison, of Doncaster, South Yorkshire (United Kingdom), represented by M. Edenborough,
Barrister, and S. Pilling, Solicitor,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 4 December 2000 (Case R 116/2000-1),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court on 20 February 2001,

having regard to the response lodged by the OHIM at the Registry of the Court on 15 June 2001,

having regard to the response lodged by the intervener at the Registry of the Court on 7 June 2001,

further to the hearing on 10 July 2002,

gives the following

Judgment

Costs

51 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, having regard to the form of order sought by the Office and the intervener, be ordered to pay their
costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Legislation

1 Article 43(2) and (3) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1), as amended, provides as follows:

2. If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date
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of publication of the Community trade mark application, the earlier Community trade mark has been put to
genuine use in the Community in connection with the goods or services in respect of which it is registered
and which he cites as justification for his opposition, or that there are proper reasons for non-use, provided
the earlier Community trade mark has at that date been registered for not less than five years. In the absence
of proof to this effect, the opposition shall be rejected. If the earlier Community trade mark has been used in
relation to part only of the goods or services for which it is registered it shall, for the purposes of the
examination of the opposition, be deemed to be registered in respect only of that part of the goods or
services.

3. Paragraph 2 shall apply to earlier national trade marks... by substituting use in the Member State in which
the earlier national trade mark is protected for use in the Community.'

2 Rule 22 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1) provides as follows:

1. Where, pursuant to Article 43(2) or (3) of the regulation, the opposing party has to furnish proof of use...,
the Office shall invite him to provide the proof required within such a period as it shall specify. If the
opposing party does not provide such proof before the time-limit expires, the Office shall reject the
opposition.

2. The indications and evidence for the furnishing of proof of use shall consist of indications concerning the
place, time, extent and nature of use of the opposing trade mark for the goods and services in respect of
which it is registered and on which the opposition is based, and evidence in support of these indications in
accordance with paragraph 3.

3. The evidence shall, in principle, be confined to the submission of supporting documents and items such as
packages, labels, price lists, catalogues, invoices, photographs, newspaper advertisements, and statements in
writing as referred to in Article 76(1)(f) of the Regulation.

4. Where the evidence supplied pursuant to paragraphs 1, 2 and 3 is not in the language of the opposition
proceedings, the Office may require the opposing party to submit a translation of that evidence in that
language, within a period specified by the Office.'

Facts

3 On 29 October 1996, Richard John Harrison filed an application for a Community trade mark at the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office') under Regulation
No 40/94.

4 The mark in respect of which registration is sought is the word HIWATT.

5 The goods in respect of which registration is sought are in Class 9 of the Nice Agreement concerning the
International Classification of Goods and Services for the Purpose of the Registration of Marks of 15 June
1957, as revised and amended, and correspond to the following description: Amplifier and speaker boxes;
electrical sound effects units; parts and fittings for all the aforesaid goods'.

6 On 16 March 1998, the trade mark application was published in Community Trade Marks Bulletin No
18/98.

7 On 27 April 1998 the applicant filed a notice of opposition to the Community trade mark application. The
earlier marks cited in support of the opposition were German registration No 1129761, French registration No
1674997 and Italian registration No 18651 C/89 of the word HIWATT for goods in Class 9 of the Nice
Agreement and the well-known marks HIWATT in Germany, France and Italy. The goods for which the
earlier German mark No 1129761 is registered are within Class 9 of the Nice Agreement and correspond to
the following description: Technical and electronic apparatus and instruments (all included in Class 9);
apparatus for recording, transmitting or reproduction
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of sound or images; loud-speakers, amplifiers, microphones'. The grounds relied on in support of the
opposition are those set out in Article 8(1)(b) and (5) of Regulation No 40/94.

8 At the request of the applicant for the Community trade mark, the applicant was required to furnish proof
of genuine use of the earlier marks for the purposes of Article 43(2) and (3) of Regulation No 40/94 and
Rule 22(1) of Regulation No 2868/95.

9 Within the period imposed by the Office for proving genuine use of the earlier marks, the applicant
submitted various documents, consisting of an invoice showing a shipment of HIWATT goods from Korea to
Italy dated 2 December 1998; excerpts from the Fernandes Guitars Universal Catalogue in English showing a
HIWATT amplifier and mentioning an address in Japan; various excerpts from the programme for the 1999
and 2000 Musikmesse/ProLight & Sound trade fair in Frankfurt am Main; the cover of, and some pages from
inside, the official catalogue of the 1997 Musikmesse/ProLight & Sound trade fair naming the applicant and
HIWATT Amplification International as exhibitors at that fair; a HIWATT catalogue in English from 1997
showing HIWATT amplifiers and mentioning an address in the United States.

10 By a decision of 23 November 1999, the Opposition Division refused the opposition under Article 43(2) of
Regulation No 40/94 on the ground that neither the existence of any well-known mark nor genuine use of the
registered marks had been proved.

11 An appeal against the decision of the Opposition Division was brought before the Boards of Appeal of the
Office under Article 59 of Regulation No 40/94 on 19 January 2000.

12 The appeal was dismissed by a decision of the First Board of Appeal of 4 December 2000 (the contested
decision'), which was served on the applicant on 14 December 2000.

13 The Board of Appeal found that the evidence submitted by the applicant was insufficient to demonstrate
genuine use of the earlier HIWATT marks in France, Germany or Italy.

Forms of order sought

14 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to refuse the mark claimed;

- order the Office to pay the costs.

15 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

16 The intervener contends that the Court should:

- uphold the decisions of the Office;

- order the Office to proceed to registration;

- make an order for costs.

Law

Requests by the applicant and the intervener that the Court order the Office to adopt a particular course

17 By their second heads of claim, the applicant and the intervener respectively ask the Court to order OHIM
to refuse the mark claimed and to instruct it to proceed to registration.
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18 It should be recalled in that connection that Article 63(6) of Regulation No 40/94 requires the Office to
take the measures necessary to comply with the judgment of the Community courts. Accordingly, the Court of
First Instance cannot issue directions to the Office. It is for the Office to draw the appropriate inferences from
the operative part of this judgment and the grounds on which it is based. The second heads of claim
submitted by the applicant and the intervener are therefore inadmissible (Case T-331/99 Mitsubishi HiTec
Paper Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 33; Case T-34/00 Eurocool Logistik v
OHIM (EUROCOOL) [2002] ECR II-683, paragraph 12).

The application for annulment

19 The applicant stated at the hearing that it was challenging the contested decision only in so far as the
Board refused to accept that there had been genuine use of the earlier German HIWATT mark, No 1129761.
In support of its application, the applicant advances a single plea in law, alleging infringement of Article
43(2) and (3) of Regulation No 40/94.

Arguments of the parties

20 The applicant argues that, whilst the Board of Appeal defined the concept of genuine use of a trade mark
correctly (at paragraph 25 of the contested decision), it applied the definition wrongly in this case.

21 As regards the HIWATT amplifier catalogue which the applicant claims was made available at the
Frankfurt fair in the years 1993 to 1997, the applicant observes that the Board of Appeal refused, at paragraph
27 of the contested decision, to have regard to that catalogue on the ground that it is in English, which is a
surprising criterion to use. According to the applicant, the Frankfurt Musikmesse/ProLight & Sound trade fair
at which the catalogues were distributed is an international fair and it is therefore logical that most of the
exhibitors, if not all, provide catalogues in English. Nor is it surprising that the name of the
Musikmesse/ProLight & Sound fair does not appear on the catalogues, as there is no obligation to stamp
catalogues with the name of the trade fair at which they are distributed.

22 Accordingly, the applicant submits that the Board of Appeal was wrong not to accept that it was
overwhelmingly likely that the ordinary use of the catalogue by the opponent at the Frankfurt fair from 1993
to 1997 constituted genuine use of the earlier mark for the purpose of trading in amplifiers.

23 The applicant claims that it is clear from the evidence produced that a company called HIWATT
Amplification International had a stand at the 1997 Frankfurt fair and that the company was closely related to
the applicant, given that they shared the same address and fax number. In that connection the applicant states
that it was more than likely that HIWATT Amplification International used the HIWATT mark at its stand at
that trade fair for amplifiers and that such use was with the applicant's consent. Accordingly, the applicant
considers that it would be remarkable to suppose that such use was artificial use solely for the purpose of
maintaining the registration of the mark.

24 The applicant concludes that the Board of Appeal ought to have taken account of all those factors
demonstrating genuine use of the German HIWATT mark in the five-year period preceding publication of the
application for the contested mark.

25 The Office argues that the test of genuine use of the trade mark is not satisfied by token use exclusively
for the purposes of maintaining trade mark rights. Genuine use depends on analysis of all the factual
circumstances of each case. Genuine use of the earlier trade mark may be proved where all the requirements
laid down by Rule 22(2) of Regulation No 2868/95 are met, on the basis of all the evidence adduced to that
end.
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26 With regard to the documents submitted by the applicant, the Office argues first of all that whilst the 1997
HIWATT catalogue describes the nature of the use, it does not satisfy the other criteria in Rule 22(2) of
Regulation No 2868/95, particularly as to time, place and extent of use. As regards the language of the
catalogue, English, it considers that this was of minimal influence in relation to the decision to refuse the
opposition.

27 Secondly, the Office considers that the catalogue for the 1997 Frankfurt Musikmesse/ProLight & Sound
trade fair merely shows that the applicant and HIWATT Amplification International attended that fair.
However, it contains no information as to the goods displayed, the trade mark used, and the duration or extent
of the use.

28 The Office argues that it cannot determine whether there has been genuine use of a trade mark on the
basis of probabilities, but must assess whether use has been proved. If the applicant had been making genuine
use of its mark in Germany, there would have been nothing to keep it from submitting evidence other than
that relating to its presence at the Frankfurt Musikmesse/ProLight & Sound trade fair.

29 The Office concludes that the evidence submitted by the applicant is not capable of showing genuine use
of the German HIWATT mark and that both the reasoning and the result of the contested decision are sound.

30 The intervener submits that genuine use requires more than token use. He considers that the Opposition
Division and the Board of Appeal reached the correct conclusion on the facts, namely that the applicant failed
to establish use of the earlier mark.

31 The intervener argues that the applicant failed to adduce evidence of use of the HIWATT mark on the
goods covered by the German registration and that it failed to produce a single invoice for a product sold in
Germany. Accordingly, the intervener considers that the applicant failed to adduce any of the type of evidence
that would normally be expected to support a contention of genuine use.

32 With regard to the HIWATT amplifiers catalogue, the intervener submits that the fact that the catalogues
do not bear a Frankfurt Musikmesse/ProLight & Sound trade fair stamp is indicative that they were not
distributed at that fair.

33 Furthermore, the intervener considers that the coincidence that the applicant and HIWATT Amplification
International share the same address and fax number does not establish that the latter used the sign with the
consent of the former or that there is a relationship between them. In any event, the intervener argues that no
evidence was adduced as to the use of the earlier mark by HIWATT Amplification International.

Findings of the Court

34 The ninth recital in the preamble to Regulation No 40/94 states that there is no justification for protecting
earlier trade marks except where the marks are actually used. Consistently with that recital, Article 43(2) and
(3) of Regulation No 40/94 provides that an applicant for a Community trade mark may request proof that the
earlier mark has been put to genuine use in the territory where it is protected during the period of five years
preceding the date of publication of the Community trade mark application against which an opposition has
been filed. Accordingly, if the opponent does not prove that the earlier mark in question has indeed been put
to use in the market concerned, that mark cannot justify a refusal to register a Community trade mark.

35 It must be observed at the outset that Regulation No 40/94 does not define the notion of genuine use of a
trade mark. The Board of Appeal stated, at paragraph 25 of the contested decision, that a distinction must be
drawn between genuine use and token use. According to the contested decision,
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genuine use implies real use for the purpose of trading in the goods and services in question, as opposed to
artificial use designed solely to maintain the trade mark on the register.

36 It must be noted first of all that genuine use implies real use of the mark on the market concerned for the
purpose of identifying the goods or services. Genuine use is therefore to be regarded as excluding minimal or
insufficient use when determining that a mark is being put to real, effective use on a particular market. In that
regard, even if it is the owner's intention to make real use of his trade mark, if the trade mark is not
objectively present on the market in a manner that is effective, consistent over time and stable in terms of the
configuration of the sign, so that it cannot be perceived by consumers as an indication of the origin of the
goods or services in question, there is no genuine use of the trade mark.

37 Accordingly, not only does genuine use of a trade mark exclude artificial use for the purpose of
maintaining the mark on the register; genuine use means that the mark must be present in a substantial part of
the territory where it is protected, inter alia exercising its essential function, which is to identify the
commercial origin of the goods or services, thus enabling the consumer who acquired them to repeat the
experience, if it proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a
subsequent purchase (Case T-79/00 Rewe-Zentral v OHIM (LITE) [2002] ECR II-705, paragraph 26).

38 As to the criteria for assessing genuine use, account must be taken of the facts and circumstances of each
case, regard being had to the wording of Rule 22(2) of Regulation No 2868/95, which states that the
indications and evidence for furnishing proof of use are to consist of indications concerning the place, time,
extent and nature of the use.

39 It is necessary to determine whether the applicant gave the Office proof of genuine use of the HIWATT
mark in Germany during the five-year period preceding publication of the Community trade mark application,
which is to say from 16 March 1993 to 16 March 1998, for the purpose of identifying the goods covered by
German registration No 1129761 (technical and electronic apparatus and instruments (all included in Class 9);
apparatus for recording, transmitting or reproduction of sound or images; loud-speakers, amplifiers,
microphones).

40 As regards the documents produced as proof of use, the applicant made express reference in the written
submissions only to the 1997 catalogue of HIWATT products and to the documentation relating to the
Frankfurt Musikmesse/ProLight & Sound trade fair.

41 As regards the HIWATT catalogue, the Court finds that it does not contain all the particulars necessary to
prove use of the earlier mark. This document is a catalogue relating to HIWATT amplifiers, written in English
and dating from 1997, which states that the products are manufactured in the United States (made in USA')
and mentions an address in the United States. However, it does not contain any information capable of
demonstrating that the products are sold on the German market. The applicant maintains that it distributed the
catalogues in question at the Frankfurt Musikmesse/ProLight & Sound trade fair in the years 1993 to 1997,
but it did not submit any evidence of that.

42 The only relevant fact proved by the catalogue is the existence of amplifiers bearing the HIWATT mark.
The document contains no evidence, however, that the catalogues were made available to the German public,
or that the amplifiers in question were marketed or exhibited in Germany.

43 As regards the official catalogue of the 1997 Frankfurt Musikmesse/ProLight & Sound trade fair, which the
applicant produced as proof that it and a company called HIWATT Amplification International attended that
fair, the catalogue does not prove that any HIWATT products were exhibited or offered for sale at the fair. In
any event, the document indicates only the sporadic and occasional presence on the part of those companies
on the German market; it in no way proves
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their continued presence on that market.

44 Since it has not been proved that products were exhibited or marketed at the fair under the HIWATT
mark, whether HIWATT Amplification International used the applicant's German trade mark HIWATT with
the applicant's consent, tacit or otherwise, is irrelevant. Nor can use of the HIWATT sign as a company name
be considered to constitute use of the sign as a trade mark for the purpose of identifying the goods covered
by the German registration.

45 Accordingly, the presence of the applicant and HIWATT Amplification International at the 1997 Frankfurt
Musikmesse/ProLight & Sound trade fair can only be considered to indicate a possible intention on the part of
those companies of entering the German market, which does not prove consistent, stable and real use of the
HIWATT mark by the applicant capable of amounting to genuine use of that mark.

46 Finally, the applicant claims more than once that it is more than likely that the earlier mark was used
genuinely, either by itself or by HIWATT Amplification International with its consent. The applicant considers
that it would be remarkable to suppose that such use was artificial use solely for the purpose of preserving the
registration of the mark.

47 In that regard it must be held that genuine use of a trade mark cannot be proved by means of probabilities
or suppositions, but must be demonstrated by solid and objective evidence of effective and sufficient use of
the trade mark on the market concerned.

48 It follows from all of the foregoing that the documents produced by the applicant before the Office in
support of its contention of genuine use of the HIWATT mark do not include the information required by
Rule 22(2) of Regulation No 2868/95, namely the place, time, extent and nature of use of the earlier mark.

49 As the applicant has failed to show even minimal use of its German trade mark No 1129761 HIWATT in
Germany between 16 March 1993 and 16 March 1998 for the goods in respect of which the mark is
registered, it must be held that the Board of Appeal was right to find that genuine use of that mark had not
been proved.

50 The application must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002. Glaverbel v Office for

Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark -
Regulation (EC) No 40/94 - Design applied to the surface of goods - Absolute ground for refusal -

Distinctive character - Right to a hearing. Case T-36/01.

1. Community trade mark - Definition and acquisition of the Community trade mark - Signs capable of
constituting a trade mark - Design applied to the surface of goods - Condition - Distinctive character

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Signs consisting of a design applied to the surface of
goods - Distinctive character - Assessment criteria

(Council Regulation No 40/94, Art. 7(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Design applied to the surface of goods

(Council Regulation No 40/94, Art. 7(1)(b))

4. Community trade mark - Definition and acquisition of a Community trade mark - Assessment of
registrability of a sign - Regard had to Community legislation only - Earlier registration of the trade mark in
certain Member States - Decisions not binding on the Community courts

(Council Regulation No 40/94)

5. Community trade mark - Decisions of the Office - Legality - Consideration by the Community Court -
Criteria

(Council Regulation No 40/94)

6. Community trade mark - Appeal procedure - Decision on the appeal - Where the Board of Appeal exercises
powers of the examiner - Obligation to observe the rights of the defence

(Council Regulation No 40/94, Arts 38(3), 62(1) and 73)

$$1. A design applied to the surface of goods is capable of constituting a Community trade mark within the
meaning of Regulation No 40/94 in so far as it is capable of distinguishing the goods or services of one
undertaking from those of another. However, it does not follow from the fact that a particular category of
signs is in principle capable of constituting a trade mark that all signs in that category necessarily possess
distinctive character, for the purposes of Article 7(1)(b) of that regulation, with regard to particular goods.

(see paras 19-20 )

2. Although Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, which provides that trade
marks which are devoid of any distinctive character are not to be registered, does not draw any distinction
between different types of sign, the perception amongst the target market is not necessarily the same in the
case of a sign composed of a design applied to the surface of goods as it is in the case of a word or
figurative mark comprising a sign that bears no relation to the appearance of the goods it identifies. Whilst the
public is accustomed to perceiving word or device marks as instantly identifying the trade origin of the goods,
the same is not necessarily true where the sign forms part of the appearance of the goods for which it is
claimed.

In addition, if the target market perceives the sign as an indication of the trade origin of the
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goods or services, the fact that it serves several purposes at once has no bearing on its distinctiveness.

(see paras 23-24 )

3. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. With regard to the registration for goods and services in
Classes 11, 19 and 21 of the Nice Agreement concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks, of a design which entails applying countless tiny
strokes to the surface of a plate of glass, no matter what its surface area, it follows from the foregoing
considerations that the sign in question is devoid of any distinctive character for the purposes of Article
7(1)(b).

The sign claimed will not enable the consumer to recognise the sign as distinctive when he comes to make a
choice on the occasion of a subsequent acquisition of the goods in question because it forms part of the
appearance of the product itself and does not exhibit any particular feature to attract a consumer's instant
attention as an indication of the trade origin of the product. Its complexity and fancifulness are attributable to
the ornamental and decorative nature of the design's finish, rather than indicating the trade origin of the goods,
just as the impression conveyed by the design, which is not fixed, is not a particular aspect that is memorable
to the consumer.

(see paras 28-31, 37 )

4. The Community trade mark regime is an autonomous system and it applies independently of any national
system. Accordingly, whether or not a sign is registrable as a Community trade mark must be assessed by
reference to the relevant Community legislation only, so that neither the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) nor the Community Court are bound by decisions in other
Member States finding the same sign to be registrable as a trade mark.

(see para. 34 )

5. The basis for decisions of the Boards of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) on the registration of signs as Community trade marks is Regulation No 40/94.
The legality of decisions of the Boards of Appeal must therefore be assessed purely by reference to that
regulation, as interpreted by the Community Court, not to the practice of the Boards in earlier cases.

(see para. 35 )

6. Under Article 62(1) of Regulation No 40/94 on the Community trade mark, the Boards of Appeal of the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) are, where they find that the
examiner has made an error of assessment, entitled either to exercise any power within the examiner's
competence or to remit the case to him for further prosecution.

It follows that, if it chooses not to remit a case to the examiner, the Board of Appeal enjoys the same
powers, and is bound by the same obligations, as the examiner, including the obligation not to refuse an
application unless the applicant has first had an opportunity of presenting its observations in accordance with
Articles 38(3) and 73 of Regulation No 40/94.

(see paras 46-47 )

In Case T-36/01,

Glaverbel, established in Brussels (Belgium), represented by S. Möbus, lawyer,

applicant,

v
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Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. di
Carlo and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 30 November 2000 (Case R 137/2000-1),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 19 February 2001,

having regard to the response lodged at the Registry of the Court of First Instance on 7 May 2001,

further to the hearing on 27 February 2002,

gives the following

Judgment

Costs

52 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been asked for in the successful party's pleadings. Since the Office
has been unsuccessful, it must be ordered to bear its own costs and to pay those incurred by the applicant, in
accordance with the form of order sought by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Cha

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 30 November 2000 (Case R 137/2000-1);

2. Orders the Office to bear its own costs and to pay those incurred by the applicant.

Background to the dispute

1 On 24 April 1998 the applicant filed an application for a Community trade mark for a sign described as a
design applied to the surface of the goods at the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM, hereinafter the Office) under Council Regulation (EC) No 40/94 of 20 December
1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The sign in respect of which registration was sought is, as is apparent from the reproduction supplied with
the application, an abstract design for application to the surface of glass products.

3 The goods and services in respect of which registration of the sign was sought are in Classes 11, 19 and 21
of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks of 15 June 1957, as revised and amended, and correspond for each class to the
following descriptions:
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Sanitary installations; showers, shower cabinets, shower walls, shower enclosures; refrigerator shelves,
refrigerator shelves made of glass; parts and fittings for the aforementioned goods within Class 11;

Non-metallic building materials; building glass; patterned glass; glazing; non-metallic windows and doors;
sheets, plates, panels, walls and glass for building, for furnishing and for interior and exterior decoration; glass
screens and partitions; parts and fittings for the aforementioned goods within Class 19; and

Glassware; unworked or semi-worked glass (except glass used in building); patterned glass; sheets and plates
of unworked glass or semi-worked glass for use in the manufacture of sanitary installations, showers, shower
cabinets, shower walls, shower enclosures, refrigerator shelves, glazing units, building partitions, building
screens, doors, cupboard doors and furniture; household or kitchen utensils or containers (not of precious
metal or coated therewith); kitchen cutting boards; parts and fittings for the aforementioned goods within Class
21.

4 By a decision of 24 January 2000, the examiner refused the application for registration under Article 38 of
Regulation No 40/94 on the ground that the mark applied for was not distinctive within the meaning of
Article 7(1)(b) of Regulation No 40/94 and that the evidence adduced by the applicant did not allow of the
conclusion that the sign possessed distinctive character acquired through use within the meaning of Article
7(3) of the Regulation.

5 On 4 February 2000 the applicant filed an appeal against the examiner's decision at the Office under Article
59 of Regulation No 40/94.

6 By a decision of 30 November 2000 (hereinafter the contested decision), which was served on the applicant
on 20 December 2000, the First Board of Appeal dismissed the appeal.

7 The Board essentially found that the mark claimed was devoid of any distinctive character within the
meaning of Article 7(1)(b) of Regulation No 40/94 because it would be considered by relevant consumers as
one of the possible functional aspects of a specific type of glass and therefore not capable of indicating the
origin of the goods in a distinctive manner. With regard to the claim of acquired distinctiveness it considered,
inter alia, that such use had not been demonstrated in respect of the entire Community.

Forms of order sought

8 The applicant claims that the Court should:

annul or alter the decision of the Board of Appeal;

order the Office to pay the costs.

9 The Office contends that the Court should:

dismiss the action;

order the applicant to pay the costs.

Law

10 The applicant advances three pleas in law in support of its application, alleging infringement of Article
7(1)(b) of Regulation No 40/94, of the right to a hearing and of Article 7(3) of the Regulation.

Plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties
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11 The applicant argues that all types of trade mark should be treated equally. It points out that the
Regulation explicitly accepts that the shape of goods can constitute a trade mark and that the question is not
what is common in a particular field but whether the mark applied for is devoid of any distinctive character.

12 It claims that the evidence it submitted on distinctiveness acquired through use shows that consumers are
accustomed to and capable of discerning this type of sign as an indication of the trade origin of goods.

13 The applicant submits that the only situation which could provide good grounds for the Board of Appeal's
analysis based on the functional appearance of the glass is where the technical process necessarily results in
the mark applied for, a situation which has not been demonstrated in this case. There are a number of
alternative ways of rendering a glass sheet opaque other than by using the sign in question. The applicant also
disputes that the mark applied for should be seen primarily as a functional feature of the goods.

14 The applicant points out that in this case the mark applied for is not a simple design, such as a circle or a
square, but a complex and fanciful pattern. It argues that a consumer can clearly identify the trade origin of a
sheet of glass by means of the pattern claimed as a trade mark and can clearly distinguish this particular glass
from other manufacturers' glass sheets which do not bear this pattern.

15 The applicant notes that the Benelux Trade Mark Office, which examines applications for registration on
substantially the same absolute grounds for refusal as those used by the Office, found the mark to be
registrable, and that the Office has registered marks which are less complex and fanciful than the sign applied
for here.

16 The Office contends first of all that Article 7(1)(b) of Regulation No 40/94 requires not only sufficient
distinctive character, which may result from the appearance of the goods, but also that the sign be capable of
fulfilling its function as an indicator of the trade origin of the goods.

17 Secondly, the Office considers that a design applied to glass sheets is devoid of any distinctive character if
the design is banal and is merely a type of design that is usual for that kind of product. It also argues that a
highly complex or ornamental design cannot be distinctive if it is impossible for the average consumer to
commit it to memory.

18 Finally the Office points out that the type of product and the manner of use must be taken into account.
To the consumer, the design in this case is functional, both technically and aesthetically speaking. In order to
identify the trade origin of the product, the consumer will look at the word or figurative mark or ask the sales
person. Further, the sign claimed does not have any extra element to which the consumer's attention is drawn
and which is likely to stay in his mind.

Findings of the Court

19 It must first of all be observed that a design applied to the surface of goods is capable of constituting a
Community trade mark in so far as it is capable of distinguishing the goods or services of one undertaking
from those of another.

20 However, it does not follow from the fact that a particular category of signs is in principle capable of
constituting a trade mark that all signs in that category necessarily possess distinctive character, for the
purposes of Article 7(1)(b) of Regulation No 40/94, with regard to particular goods.

21 Signs that are devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation No
40/94 are incapable of performing the essential function of a trade mark, which is to identify the origin of the
goods or services and so, on the occasion of a subsequent acquisition,
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enable the consumer who acquired the goods or services designated by the trade mark to make the same
choice again if the experience proves to be positive, or to make a different choice if it proves to be negative.

22 A sign's distinctiveness can only be assessed in relation to the goods or services for which registration is
claimed and by reference to the perception of the sign amongst the target market.

23 Next, it must be observed that Article 7(1)(b) of Regulation No 40/94 does not draw any distinction
between different types of sign. However, the perception amongst the target market is not necessarily the same
in the case of a sign composed of a design applied to the surface of goods as it is in the case of a word or
figurative mark comprising a sign that bears no relation to the appearance of the goods it identifies. Whilst the
public is accustomed to perceiving word or device marks as instantly identifying the trade origin of the goods,
the same is not necessarily true where the sign forms part of the appearance of the goods for which it is
claimed.

24 Finally, it must be observed that a design applied to the surface of goods may have a number of functions
e technical, decorative or indicating the trade origin of the goods. If the target market perceives the sign as an
indication of the trade origin of the goods or services, the fact that it serves several purposes at once has no
bearing on its distinctiveness.

25 In this case, the glass products in question are of interest both to professionals in the construction field and
to the public in general. The target market is therefore the average consumer who is reasonably well-informed
and reasonably observant and circumspect (see to that effect Case C-342/97 Lloyd Schuhfabrik Meyer [1999]
ECR I-3819, paragraph 26).

26 The design entails applying countless tiny strokes to the surface of a plate of glass, no matter what its
surface area. Since it is applied over the whole of one of the product's surfaces, it forms part of the
appearance of the product itself. When contemplated as a whole, the design does not exhibit any particular
feature to attract a consumer's instant attention as an indication of the trade origin of the product in question.
The sign claimed, which replicates the appearance of glass, embodies obvious characteristics of the product,
such that it is perceived primarily as a technical means of rendering the glass opaque.

27 The Board of Appeal was correct in its findings, first, that the relevant consumer is not used to regarding
designs applied to the surface of plates of glass as an indication of the trade origin of the goods and, second,
that the design is not immediately recognisable as an indication of the trade origin of the goods but as a
functional component.

28 It must moreover be noted that the fact that the design claimed is complex and fanciful, as was
emphasised by the applicant, is not sufficient to establish that it is distinctive. Its complexity and fancifulness
are attributable to the ornamental and decorative nature of the design's finish, rather than indicating the trade
origin of the goods. In addition, the complexity of the design overall and the fact that it is applied to the
external surface of the product do not allow the design's individual details to be committed to memory or the
design to be apprehended without the product's inherent qualities being perceived simultaneously. The design
claimed is not therefore capable of being easily and instantly recalled by the target market as a distinctive
sign.

29 As regards the explanation supplied by the applicant at the hearing to the effect that the design conveys an
impression of fur, of a sparkling wave or of a digital imprint, it must be observed that, if the average
consumer is able to retain complex signs, he does so only on the basis of individual memorable features
which he perceives as indicating the trade origin of the goods. The average consumer is not used to
apprehending the mere impression conveyed by a product's appearance as a distinctive sign.
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30 In addition, the impression conveyed by the design is not fixed. It may be perceived very differently
according to the angle from which the goods are viewed, the brightness of the light and the quality of the
glass, and will not therefore enable the applicant's goods to be distinguished from those having another trade
origin.

31 It must therefore be concluded that the sign claimed will not enable the consumer to recognise the sign as
distinctive when he comes to make a choice on the occasion of a subsequent acquisition of the goods in
question.

32 That conclusion is not affected by the applicant's argument that the consumer is able to identify the sign
claimed because the goods have been on the market for a long period of time and that specialists cannot but
recognise that goods bearing that sign originate from the applicant. That argument is based on a test of
distinctive character acquired through use, not the inherent distinctiveness of the design claimed. Furthermore,
specialists and members of the building trade or glass industry cannot be regarded as the only persons that
make up the target market for the goods in question.

33 It must be added that it does not follow from the fact that glass can be rendered opaque by means of a
number of different technical processes and other designs that the consumer will perceive the sign claimed as
indicating the trade origin of the goods.

34 Furthermore, with regard to the decision recognising the sign's registrability as a trade mark in the Benelux
countries, it is clear from the case-law that the Community trade mark regime is an autonomous system and
that it applies independently of any national system (Case T-32/00 Messe München v OHIM (electronica)
[2000] ECR II-3829, paragraph 47). Accordingly, whether or not a sign is registrable as a Community trade
mark must be assessed by reference to the relevant Community legislation only. Thus, neither the Office nor
the Community Court are bound by decisions in other Member States finding the same sign to be registrable
as a trade mark.

35 Further, as to the applicant's argument based on earlier decisions of the Office to the effect that the shape
of goods per se can be distinctive, it must be held that the basis for decisions of the Boards of Appeal on the
registration of signs as Community trade marks is Regulation No 40/94. The legality of decisions of the
Boards of Appeal must therefore be assessed purely by reference to that regulation, as interpreted by the
Community Court, not to the practice of the Boards in earlier cases.

36 It follows that the applicant's argument based on earlier decisions, and in particular Decision R 104/1999-3
of the Third Board of Appeal of 28 October 1999 finding shapes per se to be distinctive, is of no
consequence. Moreover the applicant has neither produced any decisions of the Office on signs identical or
analogous to the sign in question nor advanced any substantive arguments derived from such decisions.

37 It follows from the foregoing considerations that the Board of Appeal was correct to find that the sign in
question is devoid of any distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94.
This plea must accordingly be dismissed.

Plea alleging infringement of the right to a hearing

Arguments of the parties

38 The applicant observes that the Board of Appeal rejected the examiner's analysis on the acquired
distinctiveness of the sign claimed through use. Yet it found, on the basis of new grounds raised of its own
motion, that the sign claimed had not acquired distinctive character through use. The applicant argues that,
since those objections were raised for the first time by the Board of Appeal and the applicant was only
informed of them in the contested decision, it was not able to make submissions on those objections at any
stage of the procedure.
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39 The Office contends that there was no infringement of the applicant's rights of defence because the Board
of Appeal merely evaluated the evidence submitted by the applicant in a different way to the examiner. The
applicant was told from the beginning of the procedure that it had to submit evidence of use throughout the
whole of the Community.

40 The Office also notes that the examiner and the Board of Appeal came to the conclusion that the evidence
submitted was not sufficient to prove acquired distinctiveness through use. It contends that the differences in
the evaluation of the evidence by the examiner and the Board do not amount to confronting the applicant with
new grounds for refusal.

41 The Office considers that the evidence adduced by the applicant was intelligible and that there was no
need to grant the applicant an extension of time to collect further evidence.

42 In addition the Office states that the proceedings before the Board of Appeal were conducted in
compliance with Articles 38(3) and 61(2) of Regulation No 40/94. With regard to Article 61(2), it states that
no communications, within the meaning of that article, were made by the Board of Appeal or by other parties
in this case. Accordingly Article 61(2) does not apply to these proceedings, in which the sole matter at issue
is the assessment of the evidence.

Findings of the Court

43 It is common ground in this case that the examiner refused the application for registration after
consideration of the applicant's claim that the mark had acquired distinctive character through use in
accordance with Article 7(3) of Regulation No 40/94. He concluded that the evidence submitted by the
applicant showed that the design claimed was used as a decorative feature, and that the goods were sold under
the word mark Chinchilla.

44 In the contested decision the Board of Appeal stated that it did not agree with the examiner's conclusion
because it was not based on a specific analysis of the evidence filed. It went on to find that the sign had not
acquired distinctiveness through use, observing that the evidence submitted was not sufficient for it to find for
the applicant because, first, it emanated from professionals of only three Member States and, second, it
revealed low sales figures in five other Member States.

45 Taking the arguments advanced by the applicant as a whole, it must be observed that the applicant is
essentially contending that its right to a hearing was violated because it was not given an opportunity, either
before the examiner or before the Board of Appeal, to submit argument on the considerations on which the
Board of Appeal based its rejection of the claim that the sign claimed had acquired distinctive character
through use.

46 It must be observed that, having found that the examiner had made an error of assessment, the Board of
Appeal was entitled under Article 62(1) of Regulation No 40/94 either to exercise any power within the
examiner's competence or to remit the case to him for further prosecution.

47 It follows that, if it chooses not to remit a case to the examiner, the Board of Appeal enjoys the same
powers, and is bound by the same obligations, as the examiner, including the obligation not to refuse an
application unless the applicant has first had an opportunity of presenting its observations in accordance with
Articles 38(3) and 73 of Regulation No 40/94.

48 In this case, having chosen to exercise the powers vested in the examiner, the Board of Appeal was not
entitled to refuse the application for registration, just as the examiner would not have been entitled to refuse
it, unless the applicant had first had an opportunity to present its observations on the reasoning relating to the
low sales figures for the goods in question in certain Member States and on the limited geographical scope of
the statements supplied in this connection, the applicant not having been previously informed of that
reasoning.

49 The Office cannot contend that the question whether distinctiveness has been acquired through

© An extract from a JUSTIS database



62001A0036 European Court reports 2002 Page II-03887 9

use may be reduced to a simple finding that evidence is not available for the whole of the Community and
that the applicant should have provided such evidence. The examination conducted by the Board of Appeal
could not be reduced to a simple finding that there was no evidence on certain Member States; it should have
extended to an assessment of the evidence on other Member States, and the applicant should have been able
to submit argument on that issue. Indeed the contested decision states in that connection that evidence of use
need not necessarily cover every Member State.

50 It follows that, by not giving the applicant an opportunity to submit effective argument on reasoning
introduced for the first time in the contested decision relating to the application of Article 7(3) of Regulation
No 40/94, the Board of Appeal failed to observe the applicant's right to a hearing.

51 In those circumstances, the plea alleging infringement of the right to a hearing must be upheld. The
decision must therefore be annulled and there is no need for the Court to examine the third plea, alleging
infringement of Article 7(3) of Regulation No 40/94.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2002.

Matratzen Concord GmbH v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Opposition - Relative grounds for refusal - Similarity between two trade
marks - Likelihood of confusion - Article 8(1)(b) of Regulation (EC) No 40/94 - Application for a
figurative Community trade mark containing the word 'Matratzen' - Earlier word trade mark

MATRATZEN.
Case T-6/01.

1. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Likelihood of confusion with the earlier mark - Assessment criteria

(Council Regulation No 40/94, Art. 8(1)(b) and (2)(a)(ii))

2. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Similarity between the marks concerned - Assessment criteria - Complex trade mark

(Council Regulation No 40/94, Art. 8(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Likelihood of confusion with the earlier mark - Matratzen Markt Concord and Matratzen

(Council Regulation No 40/94, Art. 8(1)(b))

4. Community trade mark - Definition and acquisition of the Community trade mark - Relative grounds for
refusal - Opposition by the proprietor of an identical or similar earlier mark registered for identical or similar
goods or services - Earlier mark consisting of a descriptive word in a language other than that of the Member
State of registration - Breach of the principle of the free movement of goods - None

(Arts 28 EC and 30 EC; Council Regulation No 40/94, Art. 8(1)(b))

$$1. As is clear from Article 8(1)(b) of Regulation No 40/94 on the Community trade mark, a trade mark
may not be registered if, because of its identity with or similarity to the earlier trade mark and the identity or
similarity of the goods or services covered by the two trade marks, there is a likelihood of confusion on the
part of the public in the territory in which the earlier trade mark is protected. Moreover, under Article
8(2)(a)(ii) of Regulation No 40/94, earlier trade marks means trade marks registered in a Member State with a
date of application for registration which is earlier than the date of application for registration of the
Community trade mark.

In that regard, the risk that the public might believe that the goods or services in question come from the
same undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of
confusion, which must be assessed globally, with all factors relevant to the circumstances of the case being
taken into account. That global assessment entails a certain interdependence between the factors taken into
account and, in particular, the similarity between the trade marks and between the goods or services covered,
in which context a lesser degree of similarity between those goods or services may be offset by a greater
degree of similarity between the marks, and vice versa.
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(see paras 22-25 )

2. Two marks are similar, for the purposes of Article 8(1)(b) of Regulation (EC) No 40/94 on the Community
trade mark, when, from the point of view of the relevant public, they are at least partially identical as regards
one or more relevant aspects. The visual, aural and conceptual aspects are relevant, since the assessment of the
similarity between two marks must be based on the overall impression created by the marks, in light, in
particular, of their distinctive and dominant components.

Consequently, a complex trade mark cannot be regarded as being similar to another trade mark which is
identical or similar to one of the components of the complex mark, unless that component forms the dominant
element within the overall impression created by the complex mark. That is the case where that component is
likely to dominate, by itself, the image of that mark which the relevant public keeps in mind, with the result
that all the other components of the mark are negligible within the overall impression created by it.

(see paras 30, 32-33 )

3. From the point of view of the Spanish public, there exists a visual and aural similarity between the
figurative mark Matratzen Markt Concord, the registration of which as a Community trade mark is sought in
respect of certain goods and services in Classes 10 (cushions, pillows, etc.), 20 (mattresses etc.) and 24 (bed
blankets etc.) of the Nice Agreement, and the word mark consisting of the word Matratzen, which was
registered earlier in Spain in respect of products in Class 20 (all kinds of furniture, including mattresses) of
that agreement.

Since the degree of similarity between the trade marks in question and the degree of similarity between the
goods covered by them are sufficiently high, there is a likelihood of confusion between the trade marks in
question, so that the trade mark applied for is caught by Article 8(1)(b) of Regulation (EC) No 40/94 on the
Community trade mark.

(see paras 44, 48, 50 )

4. It is not contrary to the principle of the free movement of goods (Article 28 EC) for it to be possible for a
national trade mark consisting of a descriptive word in a language other than that of the Member State of
registration to be opposed, on the basis of Article 8(1)(b) of Regulation No 40/94 on the Community trade
mark, to an application for a similar Community trade mark.

Firstly, it in no way appears that the principle of the free movement of goods prohibits a Member State from
registering such a sign as a national trade mark and, secondly, the Community legislature did not disregard
Articles 28 EC and 30 EC when providing that a Community trade mark applied for must not be registered if
there exists a likelihood of confusion between that mark and an earlier trade mark registered in a Member
State, irrespective of whether the latter mark has a descriptive character in a language other than that of the
Member State of registration.

(see paras 54, 56 )

In Case T-6/01,

Matratzen Concord GmbH, formerly Matratzen Concord AG, established in Cologne (Germany), represented
by W.-W. Wodrich, avocat,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, G. Schneider and E. Joly, acting as Agents,
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defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being:

Hukla Germany SA, established in Castellbispal (Spain),

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 31 October 2000 (Joined Cases R 728/1999-2 and R
792/1999-2), relating to opposition proceedings between Hukla Germany SA and Matratzen Concord GmbH,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the written procedure and further to the hearing on 16 May 2002,

gives the following

Judgment

Costs

62 Under Article 87(2) of the Rules of Procedure the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs, in accordance with the form of order sought by the Commission.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 10 October 1996, the applicant filed application No 395632 for a Community trade mark (the
application) at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2 The trade mark applied for is a figurative trade mark reproduced below:

>PIC FILE="Image3.gif">

3 The goods in respect of which registration of the mark is sought fall within Classes 10, 20 and 24 under
the Nice Agreement concerning the International Classification of Goods and Services for the Purpose of the
Registration of Marks of 15 June 1957, as revised and amended, and are described as follows:

- Class 10: Cushions, pillows, mattresses, air cushions and beds for medical purposes;
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- Class 20: Mattresses; air beds; beds; duckboards, not of metal; loose covers; bedding;

- Class 24: Bed blankets; pillow shams; bed linen; eiderdowns [down coverlets]; cambric covers; mattress
covers; sleeping bags.

4 On 16 February 1998 the application was published in the Community Trade Marks Bulletin.

5 On 21 April 1998 the other party to the proceedings before the OHIM Board of Appeal filed a notice of
opposition under Article 42 of Regulation No 40/94.

6 The opposition is based on an earlier trade mark registered in Spain. The latter is a word mark consisting of
the word Matratzen (the earlier trade mark). The goods covered by that mark fall within Class 20 of the Nice
Agreement and are described as follows: All kinds of furniture and, particularly, rest furniture, such as beds,
studio couches, camp beds, cradles, couches, hammocks, bunks and carrycots; transformable furniture; wheels
for beds and furniture; bedside tables; chairs, armchairs; spring mattresses, straw mattresses, mattresses and
pillows. In support of the opposition, the other party to the proceedings before the Board of Appeal relied on
the relative ground for refusal referred to in Article 8(1)(b) of Regulation No 40/94.

7 By decision of 22 September 1999, the Opposition Division refused the application under Article 43(5) of
Regulation No 40/94 in respect of the categories of goods falling within Classes 20 and 24. It took the view
that there was a likelihood of confusion, within the meaning of Article 8(1)(b) of Regulation No 40/94,
between the trade mark applied for and the earlier trade mark. However, it rejected the opposition, in respect
of the categories of goods falling within Class 10, on the ground that there was no such likelihood of
confusion.

8 On 15 November 1999 the other party to the proceedings before the Board of Appeal filed a notice of
appeal at the OHIM, under Article 59 of Regulation No 40/94, from the decision of the Opposition Division.
It sought refusal of the application in respect of the categories of goods falling within Class 10.

9 On 23 November 1999 the applicant also filed a notice of appeal at the OHIM, under Article 59 of
Regulation No 40/94, from the decision of the Opposition Division. It sought rejection of the opposition in
respect of the categories of goods falling within Classes 20 and 24.

10 On 31 October 2000 the Second Board of Appeal gave its decision on the appeals brought before it. The
operative part of that decision, which was notified to the applicant on 3 November 2000 (the contested
decision) is worded as follows:

... the Board

hereby

1. Allows the appeal of the opponent.

2. Dismisses the appeal of the applicant.

3. Orders that the costs and fees of the proceedings before the Opposition Division and of these appeals be
borne by the applicant.

11 In essence, the Board of Appeal considered that, in Spain, the two trade marks at issue would be seen as
being similar and that some of the goods covered by the two trade marks were identical and others highly
similar. On the basis of that analysis, the Board of Appeal took the view that there existed a likelihood of
confusion, within the meaning of Article 8(1)(b) of Regulation No 40/94, in respect of all the categories of
goods covered by the application.

Procedure and forms of order sought
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12 By application lodged at the Court Registry on 9 January 2001 the applicant brought this action. The
OHIM lodged a defence at the Court Registry on 25 May 2001.

13 The applicant claims that the Court of First Instance should:

- annul the contested decision;

- reject the opposition lodged by the other party to the proceedings before the Board of Appeal;

- order the OHIM to register the trade mark applied for;

- order the other party to the proceedings before the Board of Appeal to bear all the costs incurred before the
Opposition Division, before the Board of Appeal and before the Court of First Instance.

14 The OHIM contends that the Court of First Instance should:

- dismiss the appeal;

- order the applicant to pay the costs.

15 At the hearing, the applicant withdrew the third head of its claim to the effect that the OHIM should be
ordered to register the trade mark applied for, which was formally recorded by the Court of First Instance in
the minutes of the hearing.

Law

16 The applicant puts forward, in essence, two pleas in law, one based on infringement of Article 8(1)(b) of
Regulation No 40/94 and the other on breach of the principle of the free movement of goods.

The plea based on infringement of Article 8(1)(b) of Regulation No 40/94

Arguments of the parties

17 The applicant maintains that the two trade marks at issue are not similar, but, on the contrary, very
different. In this context, it asserts that it was only by wrongly confining the examination of the likelihood of
confusion exclusively to the element Matratzen of the trade mark applied for that the Board of Appeal was
able to reach a contrary conclusion.

18 According to the applicant, the method followed by the Board of Appeal is contrary to the principles laid
down in the judgment of the Court of Justice in Case C-251/95 SABEL [1997] ECR I-6191. In that regard, it
argues that it is clear from that case-law that, for the purpose of assessing the similarity of two trade marks
and the likelihood of confusion, account should be taken of the overall impression created by the marks in
question.

19 The applicant claims that, within the overall impression created by the trade mark applied for, the
figurative element is at least as important as the verbal elements. Moreover, of the latter, only the element
CONCORD has a highly distinctive character, the other two elements being purely descriptive, constituting the
name of an establishment.

20 In addition, the applicant maintains that it follows from the principle of the limitation of the effects of a
registered trade mark, as set out in Article 12(b) of Regulation No 40/94, that the earlier trade mark may not
be invoked against the registration of the trade mark applied for.

21 The OHIM takes the view that the assessment of the likelihood of confusion made by the Board of Appeal
is not vitiated by any error in law.

Findings of the Court

22 As is clear from Article 8(1)(b) of Regulation No 40/94, a trade mark may not be registered
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if, because of its identity with or similarity to the earlier trade mark and the identity or similarity of the goods
or services covered by the two trade marks, there is a likelihood of confusion on the part of the public in the
territory in which the earlier trade mark is protected. Moreover, under Article 8(2)(a)(ii) of Regulation No
40/94, earlier trade marks means trade marks registered in a Member State with a date of application for
registration which is earlier than the date of application for registration of the Community trade mark.

23 According to the case-law of the Court of Justice on the interpretation of Article 4(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1), the normative content of which is essentially identical to that of Article 8(1)(b)
of Regulation No 40/94, the risk that the public might believe that the goods or services in question come
from the same undertaking or, as the case may be, from economically-linked undertakings, constitutes a
likelihood of confusion (judgments in Case C-39/97 Canon [1998] ECR I-5507, paragraph 29, and Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 17).

24 According to the same case-law, likelihood of confusion on the part of the public must be assessed
globally, with all factors relevant to the circumstances of the case being taken into account (SABEL,
paragraph 22; Canon, paragraph 16; Lloyd Schuhfabrik Meyer, paragraph 18, and Case C-425/98 Marca Mode
[2000] ECR I-4861, paragraph 40).

25 That global assessment entails a certain interdependence between the factors taken into account and, in
particular, the similarity between the trade marks and between the goods or services covered. Accordingly, a
lesser degree of similarity between those goods or services may be offset by a greater degree of similarity
between the marks, and vice versa (Canon, paragraph 17; Lloyd Schuhfabrik Meyer, paragraph 19, and Marca
Mode, paragraph 40). The interdependence of these factors is expressly mentioned in the seventh recital in the
preamble to Regulation No 40/94, which states that an interpretation should be given of the concept of
similarity in relation to the likelihood of confusion, the assessment of which depends, in particular, on the
recognition of the trade mark on the market and the degree of similarity between the mark and the sign and
between the goods or services identified.

26 In addition, the perception in the mind of the average consumer of the goods or services in question plays
a decisive role in the global assessment of the likelihood of confusion. The average consumer normally
perceives a mark as a whole and does not proceed to analyse its various details (SABEL, paragraph 23, and
Lloyd Schuhfabrik Meyer, paragraph 25). For the purposes of that global assessment, the average consumer is
deemed to be reasonably well-informed and reasonably observant and circumspect. However, account should
be taken of the fact that the average consumer only rarely has the chance to make a direct comparison
between the different marks but must place his trust in the imperfect picture of them that he has kept in his
mind. It should also be borne in mind that the average consumer's level of attention is likely to vary
according to the category of goods or services in question (Lloyd Schuhfabrik Meyer, paragraph 26).

27 In this case, the earlier trade mark is registered in Spain. Consequently, for the purposes of assessment of
the circumstances referred to in the previous paragraph, the point of view of the public in Spain must be
taken into consideration. Since the goods covered by the marks in question are intended for general
consumption, that public consists of average consumers who are, in the main, Spanish-speaking. As the OHIM
has correctly pointed out, the determination of the relevant public as being Spanish-speaking is not invalidated
by the fact, on the supposition that it is correct, that a number of German-speaking persons are temporarily or
even permanently established in Spain.

28 In its application, the applicant does not dispute that the goods identified by the two trade marks in
question are identical or, at the very least, similar. However, it claims that those two
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marks are neither similar nor, a fortiori, identical and that there is no likelihood of confusion between them.
The examination must therefore be limited to those two points.

29 With regard to the relationship between the two trade marks in question, the Board of Appeal held, at
paragraph 26 of the contested decision, that they are similar.

30 In that regard, it should be pointed out, in general terms, that two marks are similar when, from the point
of view of the relevant public, they are at least partially identical as regards one or more relevant aspects. As
the Court's case-law indicates, the visual, aural and conceptual aspects are relevant (SABEL, paragraph 23, and
Lloyd Schuhfabrik Meyer, paragraph 25).

31 In this case, the word Matratzen is both the earlier trade mark and one of the signs of which the trade
mark applied for consists. It must therefore be held that the earlier mark is identical, from a visual and aural
point of view, to one of the signs making up the trade mark applied for. However, that finding is not in itself
a sufficient basis for holding that the two trade marks in question, each considered as a whole, are similar.

32 In this context, the Court of Justice has held that the assessment of the similarity between two marks must
be based on the overall impression created by them, in light, in particular, of their distinctive and dominant
components (SABEL, paragraph 23, and Lloyd Schuhfabrik Meyer, paragraph 25).

33 Consequently, it must be held that a complex trade mark cannot be regarded as being similar to another
trade mark which is identical or similar to one of the components of the complex mark, unless that component
forms the dominant element within the overall impression created by the complex mark. That is the case
where that component is likely to dominate, by itself, the image of that mark which the relevant public keeps
in mind, with the result that all the other components of the mark are negligible within the overall impression
created by it.

34 It should be made clear that that approach does not amount to taking into consideration only one
component of a complex trade mark and comparing it with another mark. On the contrary, such a comparison
must be made by examining the marks in question, each considered as a whole. However, that does not mean
that the overall impression created in the mind of the relevant public by a complex trade mark may not, in
certain circumstances, be dominated by one or more of its components.

35 With regard to the assessment of the dominant character of one or more given components of a complex
trade mark, account must be taken, in particular, of the intrinsic qualities of each of those components by
comparing them with those of other components. In addition and accessorily, account may be taken of the
relative position of the various components within the arrangement of the complex mark.

36 In the present case, it must be ascertained whether the Board of Appeal examined which component(s) of
the trade mark applied for is (or are) likely to dominate by itself (or themselves) the image of that mark
which the relevant public keeps in mind, with the result that the other components of the mark in question are
negligible in that regard.

37 In the context of this case, the Board of Appeal was required to examine those components in terms of
their visual, aural and, where appropriate, conceptual characteristics. It did so, reaching the conclusion, at
paragraph 24 of its decision, that the word Matratzen is the most prominent element of the trade mark applied
for.

38 First of all, it must be observed that, contrary to what is claimed by the applicant, the word Matratzen is
not descriptive, from the point of view of the relevant public, of the goods covered by the trade mark applied
for. As was pointed out in paragraph 27 above, that public is mainly Spanish-speaking. The word Matratzen
has no meaning in Spanish. It does, admittedly, mean mattresses
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in German and, on the basis of that meaning, it is descriptive of at least some of the goods covered by the
trade mark applied for. However, the file does not contain any evidence that a significant proportion of the
relevant public has sufficient knowledge of German to understand that meaning. Moreover, the word Matratzen
bears no resemblance to the word for mattress in Spanish, namely, colchon. Finally, the word Matratzen is,
admittedly, similar to the English word mattresses. However, even if the relevant public does have some
knowledge of English, the word mattresses is not part of the basic vocabulary of that language and, despite
the resemblance between that word and the word Matratzen, there are also differences between those two
words.

39 With regard to the word Concord, there is no reason to consider that the degree of distinctive character
possessed by that word would be lessened as a result of its frequent use, on the Spanish market, in the
context of the presentation of goods or services intended for average consumers. In its reply to a question
from the Court of First Instance, the OHIM did not mention such use. Moreover, the word Concord is not
descriptive, from the point of view of the relevant public, of the products covered by the trade mark applied
for.

40 As regards the word Markt, it occupies a marginal, if not quite negligible, position within the compound
trade mark, as compared with the words Matratzen and Concord.

41 Finally, as far as the figurative sign contained in the trade mark applied for is concerned, it must be held
that it is descriptive in relation to the goods covered by that mark. However, an element of a complex trade
mark which is descriptive of the goods covered by that mark cannot, in principle, be considered to be the
dominant element of the latter.

42 As regards the arrangement of the trade mark applied for, it must be observed that the words Matratzen
and Concord occupy a central position within that arrangement.

43 It follows that the words Matratzen and Concord can be considered to be the most important components
of the trade mark applied for. However, the first word, as the OHIM argued in its defence, is characterised by
a preponderance of consonants with hard pronunciation and, bearing no resemblance to any Spanish word,
appears more likely than the second word to be kept in mind by the relevant public. It must therefore be held
that the word Matratzen is the dominant element of the trade mark applied for.

44 The Board of Appeal was therefore fully entitled to hold that, from the point of view of the relevant
public, there exists a visual and aural similarity between the two trade marks. Moreover, no conceptual
difference between the earlier trade mark and the dominant element of the trade mark applied for can be
found, since no meaning attaches to the word Matratzen in Spanish. It follows that the Board of Appeal
correctly established that the trade mark applied for is similar to the earlier trade mark.

45 As far as the likelihood of confusion is concerned, it must be held that there exists such a likelihood if,
cumulatively, the degree of similarity between the trade marks in question and the degree of similarity
between the goods or services covered by those marks are sufficiently high.

46 In this case, it has been held at paragraph 44 above that the trade mark applied for is similar to the earlier
trade mark.

47 With regard to the degree of similarity between the goods covered by the two marks in question, both the
Board of Appeal, at paragraph 25 of the contested decision, and the OHIM, in its defence, argued rightly and
without being contradicted on this point by the applicant that those goods are in part identical and in part
highly similar.

48 It follows that, considered cumulatively, the degree of similarity between the trade marks in question and
the degree of similarity between the goods covered by them are sufficiently high. The

© An extract from a JUSTIS database



62001A0006 European Court reports 2002 Page II-04335 9

Board of Appeal was therefore fully entitled to hold that there is a likelihood of confusion between the trade
marks in question.

49 Moreover, that conclusion is not invalidated by the applicant's arguments based on Article 12(b) of
Regulation No 40/94. It must be pointed out that, even if that provision could have a bearing on the
registration procedure, that bearing would be limited, as regards assessment of the likelihood of confusion, to
precluding a descriptive sign from forming part of a complex trade mark as a distinctive and dominant
element within the overall impression created by that mark. However, as is clear from paragraph 38 above, in
this case the word Matratzen is not descriptive, from the point of view of the relevant public, of the goods
covered by the trade mark applied for. The argument based on Article 12(b) of Regulation No 40/94 is
therefore irrelevant.

50 Consequently, the Board of Appeal was fully entitled, given that the trade mark applied for is caught by
Article 8(1)(b) of Regulation No 40/94, to reject the application in respect of the categories of goods falling
within Class 10, thereby revising the decision of the Opposition Division, and to dismiss the appeal brought
by the applicant against the rejection, by the Opposition Division, of the application in respect of the other
categories of goods.

51 It follows from the foregoing that the plea in law based on infringement of Article 8(1)(b) of Regulation
No 40/94 must be rejected.

The plea based on breach of the principle of the free movement of goods

Arguments of the parties

52 The applicant is of the opinion that it would be contrary to the principle of the free movement of goods
(Article 28 EC) for a national trade mark consisting of a descriptive word in a language other than that of the
Member State of registration to be capable of being invoked against an application for a Community trade
mark consisting of a combination of descriptive words and a distinctive element such as the word concord.
Against that background, the applicant asserts that, as Community trade mark law now stands, the earlier trade
mark, being descriptive of the products concerned in a substantial part of the Community, could not be
registered in Spain.

53 The OHIM contends that it is not possible in opposition proceedings either to challenge or to call in
question the validity of an earlier national trade mark. In addition, the OHIM takes the view that, in
accordance with the principle of coexistence of the Community trade mark with national trade marks, it is
perfectly conceivable for a trade mark to be registered in a Member State even though it is descriptive in a
language other than that of the Member State in question.

Findings of the Court

54 It should be pointed out, first, that it in no way appears that the principle of the free movement of goods
prohibits a Member State from registering, as a national trade mark, a sign which, in the language of another
Member State, is descriptive of the goods or services concerned and which cannot therefore be registered as a
Community trade mark. Such national registration does not in itself constitute a barrier to the free movement
of goods. Moreover, under the case-law of the Court of Justice, the Treaty does not affect the existence of
rights recognised by the legislation of a Member State in matters of intellectual property, although the exercise
of those rights may none the less, depending on the circumstances, be restricted (Case 119/75 Terrapin [1976]
ECR 1039, paragraph 5, and Case 58/80 Dansk Supermarked [1981] ECR 181, paragraph 11).

55 Likewise, no prohibition on a Member State from registering a sign as a national trade mark which, in the
language of another Member State, is descriptive of the goods or services concerned, is to be inferred from
provisions of secondary legislation. As the OHIM observed in its defence, the Community legislature has
established a system based on the coexistence of the Community trade
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mark with national trade marks (see, in that regard, the fifth recital in the preamble to Regulation No 40/94).
The OHIM further pointed out, rightly, in its defence that the validity of the registration of a sign as a
national trade mark may not be called in question in proceedings for registration of a Community trade mark,
but only in cancellation proceedings brought in the Member State concerned.

56 Secondly, the Community legislature did not disregard Articles 28 EC and 30 EC when providing, in
Article 8(1)(b) and (2)(a)(ii) of Regulation No 40/94, that a Community trade mark applied for must not be
registered if there exists a likelihood of confusion between that mark and an earlier trade mark registered in a
Member State, irrespective of whether the latter mark has a descriptive character in a language other than that
of the Member State of registration.

57 Neither that provision nor its application by the OHIM constitutes a barrier to the free movement of goods.
It is clear from Article 106(1) of Regulation No 40/94 that the regulation does not affect the right existing
under the laws of the Member States to bring claims for infringement of earlier rights in relation to the use of
a later Community trade mark. Consequently, if, in a specific case, there exists a likelihood of confusion
between an earlier national trade mark and a sign for which an application for registration as a Community
trade mark has been made, the use of that sign may be prohibited by the national courts in infringement
proceedings. No distinction is made, in that regard, according to whether or not that sign has actually been
registered as a Community trade mark. Accordingly, neither the registration of a sign as a Community trade
mark nor the refusal of such registration have any effect on the possibility for an applicant for a Community
trade mark of marketing his goods under that sign in the Member State in which the earlier trade mark is
registered.

58 Moreover, it is clear from the case-law of the Court of Justice that Article 30 EC allows derogations from
the fundamental principle of the free movement of goods arising from the exercise of the rights conferred by
a national trade mark only to the extent to which such derogations are justified in order to safeguard the
rights which constitute the specific subject-matter of the industrial property concerned (see, to that effect,
Dansk Supermarked, paragraph 11, and Case C-143/00 Boehringer Ingelheim and Others [2002] I-3759,
paragraph 12). With regard to that specific subject-matter, the Court has held that account must be taken of
the essential function of the trade mark, which is to guarantee to the consumer or end user the identity of the
trade-marked product's origin by enabling him to distinguish it without any risk of confusion from products of
different origin (Boehringer Ingelheim, paragraph 12). The right attributed to a trade mark proprietor of
preventing any use of the trade mark which is likely to impair the guarantee of origin so understood is
therefore part of the specific subject-matter of the trade mark rights (Joined Cases C-427/93, C-429/93 and
C-436/93 Bristol-Myers Squibb [1996] ECR I-3457, paragraph 48, and Boehringer Ingelheim, paragraph 13).

59 Finally, a Community trade mark has a unitary character (see, to that effect, Case T-91/99 Ford Motor v
OHIM (OPTIONS) [2000] ECR II-1925, paragraphs 23 to 25). Consequently, as is clear, respectively, from
Article 7(2) of Regulation No 40/94 and Article 8(1)(b) of that regulation, an application for a Community
trade mark is to be rejected if an absolute or relative ground for refusal exists in part of the Community. If,
therefore, it is more difficult for an economic operator to obtain the registration of a sign as a Community
trade mark than to obtain the registration of the same sign as a national trade mark, that is merely a corollary
of the uniform protection enjoyed by a Community trade throughout the territory of the Community.

60 It follows that the plea in law based on breach of the principle of the free movement of goods must also
be rejected.

61 It is clear from all the foregoing that the application must be dismissed.
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Judgment of the Court (Fifth Chamber)
of 19 September 2002

DKV Deutsche Krankenversicherung AG v Office for Harmonisation in the Internal Market (Trade
Marks and Designs).

Appeal - Community trade mark - Regulation (EC) No 40/94 - Word 'Companyline' - Absolute ground
for refusal - Distinctive character.

Case C-104/00 P.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Sign consisting of more than one generic term -
Assessment of the distinctiveness of the sign as a whole - Findings of a factual nature

(Council Regulation No 40/94, Art. 7(1)(b))

2. Appeals - Pleas in law - Incorrect assessment of the facts - Inadmissible - Review by the Court of Justice
of assessment of evidence submitted to the Court of First Instance - Excluded unless the sense of evidence
has been distorted

(Art. 225 EC; EC Statute of the Court of Justice, Art. 51)

$$1. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark trade marks which are
devoid of any distinctive character are not to be registered. As to assessing the distinctiveness of a sign
comprising two words which merely identify a range of goods and services intended for undertakings, it is
necessary to determine whether two generic terms coupled together possess any additional characteristic such
as to confer on the sign, taken as a whole, a distinctive character. The actual application of that criterion to
this case involves findings of a factual nature.

(see paras 21-22 )

2. The Court of First Instance has exclusive jurisdiction to find the facts, save where a substantive inaccuracy
in its findings is attributable to the documents submitted to it, and to appraise those facts. That appraisal thus
does not, save where the clear sense of the evidence before it has been distorted, constitute a point of law
which is subject, as such, to review by the Court of Justice on appeal.

(see para. 22 )

In Case C-104/00 P,

DKV Deutsche Krankenversicherung AG, represented by S. von Petersdorff-Campen, Rechtsanwalt, with an
address for service in Luxembourg,

appellant,

APPEAL against the judgment of the Court of First Instance of the European Communities (Fourth Chamber)
of 12 January 2000 in Case T-19/99 DKV v OHIM (Companyline) [2000] ECR II-1, seeking to have that
judgment set aside,

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and D. Schennen, acting as Agents, with an address for service in Luxembourg,

THE COURT (Fifth Chamber),

composed of: P. Jann (Rapporteur), President of the Chamber, S. von Bahr, M. Wathelet, C.W.A.
Timmermans and A. Rosas, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,
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Registrar: H.A. Rühl, Principal Administrator,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 21 March 2002,

after hearing the Opinion of the Advocate General at the sitting on 14 May 2002,

gives the following

Judgment

Costs

47 Under Article 69(2) of the Rules of Procedure, which applies to appeal proceedings by virtue of Article
118, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the successful
party's pleadings. Since OHIM has applied for costs, and DKV has been unsuccessful, the latter must be
ordered to pay the costs.

On those grounds,

THE COURT (Fifth Chamber)

hereby:

1. Dismisses the appeal;

2. Orders DKV Deutsche Krankenversicherung AG to pay the costs.

1 By application lodged at the Registry of the Court on 20 March 2000, DKV Deutsche Krankenversicherung
AG (hereinafter DKV) brought an appeal under Article 49 of the EC Statute of the Court of Justice against
the judgment of the Court of First Instance of 12 January 2000 in Case T-19/99 DKV v OHIM
(Companyline) [2000] ECR II-1 (hereinafter the contested judgment), in which the Court of First Instance
dismissed its application for annulment of the decision of the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter OHIM) of 18 November 1998
(Case R 72/1998-1) dismissing the appeal brought by DKV against the refusal to register the word
Companyline as a Community trade mark for insurance and financial affairs.

Legal background

2 Article 7 of Council Regulation (EC) No 40/94 on the Community trade mark (OJ 1994 L 11, p. 1)
provides:

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...

2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.
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...

3 Under the heading Limitation of the effects of the Community trade mark, Article 12 of Regulation No
40/94 provides:

A Community trade mark shall not entitle the proprietor to prohibit a third party from using in the course of
trade:

...

(b) indications concerning the kind, quality, quantity, intended purpose, value, geographical origin, the time of
production of the goods or of rendering of the service, or other characteristics of the goods or service;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.

Background to the dispute

4 By letter of 23 July 1996, DKV applied to OHIM for registration of the word Companyline as a
Community trade mark for services in the field of insurance and financial affairs (Class 36).

5 OHIM's examiner refused that application for registration by decision of 17 April 1998 for lack of
distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 of that word. By decision
of 18 November 1998 (hereinafter the contested decision) the First Board of Appeal dismissed DKV's appeal
against the decision of 17 April 1998 on the same grounds as those relied on by the examiner.

The contested judgment

6 By application lodged at the Registry of the Court of First Instance on 21 January 1999, the appellant
brought an action for annulment of the contested decision.

7 The Court of First Instance found, first, in paragraph 26 of the contested judgment, that the sign for which
registration had been refused was composed exclusively of the words company and line, both of which are
customary in English-speaking countries. The word company suggested that what was in point were goods or
services intended for companies or firms. The word line had various meanings. In the insurance and financial
services sector it denoted, amongst other things, a branch of insurance or a line or group of products. They
were thus generic words which simply denoted a line of goods or services for undertakings. Coupling them
together without any graphic or semantic modification thus did not imbue them with any additional
characteristic such as to render the sign, taken as a whole, capable of distinguishing the appellant's services
from those of other undertakings. The sign Companyline was therefore devoid of any distinctive character.

8 Second, the Court of First Instance considered DKV's submission that, in conducting its assessment of the
sign's distinctiveness solely by reference to the English-speaking world, OHIM had failed to carry out its duty
to harmonise Community trade mark law. On that point the Court found, in paragraph 28 of the contested
judgment, that, in order for the grounds for refusal to register set out in Article 7 of Regulation No 40/94 to
apply, it was sufficient, pursuant to Article 7(2), that those grounds obtain in only part of the Community in
order for such refusal to be justified.

9 Third, in paragraphs 30 and 31 of the contested judgment, the Court of first Instance held that it was not
necessary to rule on the plea alleging infringement of Article 7(1)(c) of Regulation No 40/94, because, for a
sign to be ineligible for registration as a Community trade mark, it was sufficient that one of the absolute
grounds for refusal listed in Article 7(1) - in this case Article 7(1)(b) - applied.
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10 Fourth, in paragraph 33 of the contested judgment the Court of First Instance rejected a plea alleging
misuse of powers by OHIM, finding that there was no specific and objective evidence to suggest that the
contested decision was adopted exclusively or at least to a decisive degree in pursuit of objectives other than
those on which that decision was founded.

The appeal

11 In its appeal DKV implicitly claims that the contested judgment should be set aside and that both the
contested decision and the decision of the examiner should be annulled. It also applies for costs.

12 OHIM contends that the appeal should be dismissed and DKV ordered to pay the costs.

First plea in law

13 By its first plea in law DKV claims that the Court of First Instance infringed Article 7(1)(b) of Regulation
No 40/94. Under the first part of that plea, it claims the Court failed to set out the criteria according to which
the ground devoid of any distinctive character for refusal of registration of trade marks, referred to in that
provision, is to be determined and defined by reference to possession of a minimum degree of distinctive
character.

14 According to DKV, the Court of First Instance assessed the conditions for registration of a trade mark
extremely strictly. The ground for refusal of registration of trade marks devoid of any distinctive character
should in fact be conceived only in terms of minimum criteria, an approach dictated both by the very scheme
of Article 7(1) and by the task of harmonisation that falls to OHIM.

15 Under the second part of the first plea, DKV claims the Court of First Instance disregarded the fact that,
when assessing the distinctiveness of a composite sign, it is the overall impression conveyed by that sign
alone that is decisive. A sign cannot therefore be found to be non-distinctive on the ground that individual
components of it are not, taken separately, distinctive.

16 The sign Companyline is sufficiently distinctive. The combination of the suffix line with the concrete
indication company uses abbreviated clear and direct descriptive indications, the content of which is obscured
by the abbreviated style. In the Member States, and even in the practice of OHIM, such signs are normally
registered as trade marks with distinctive character. The Court of First Instance, however, failed to see the
multiplicity of possible meanings suggested by association.

17 As regards that plea in law, OHIM contends that the arguments advanced constitute essentially assertions
of fact, which it does not fall to the Court of Justice to review in appeal proceedings. The plea must therefore
be dismissed as inadmissible.

18 In the alternative, OHIM observes, in regard to the first part of the first plea, that the Court of First
Instance - like, moreover, OHIM itself in the proceedings at first and second instance before it - reached the
conclusion that the sign at issue was wholly devoid of distinctive character. Logically, therefore, the question
as to what level of distinctiveness is required for the threshold of minimum degree of distinctiveness to be
crossed no longer arises.

19 As regards the second part of the plea, OHIM denies that the Court of First Instance infringed any rule of
law. What is in question here is a word mark composed of two descriptive terms, where the combination of
the two components does not embody any element of fancifulness overlaying the descriptive content of the
word. The descriptive meaning is unambiguous and immediately discernible without the need for any
analytical effort.

20 In that regard, it is sufficient to observe, with respect to the first part of the first plea, that the dispute
before the Court of First Instance concerned the refusal to register the sign
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Companyline on the ground that that lacked distinctiveness. The Court of First Instance was therefore entitled
to confine itself to considering that question, and was under no obligation to rule on the possible dividing line
between the concept of lack of distinctiveness and that of minimum distinctiveness.

21 As to the second part of the first plea, it must first of all be observed that, in examining whether two
generic terms coupled together possess any additional characteristic such as to confer on the sign, taken as a
whole, a distinctive character, the Court of first Instance did not err in law in its interpretation of Article
7(1)(b) of Regulation No 40/94.

22 Second, it should be pointed out that the actual application by the Court of First Instance of that criterion
to this case, as challenged by DKV, involves findings of a factual nature. As the Advocate General has
pointed out at point 58 et seq. of his Opinion, the Court of First Instance has exclusive jurisdiction to find the
facts, save where a substantive inaccuracy in its findings is attributable to the documents submitted to it, and
to appraise those facts. That appraisal thus does not, save where the clear sense of the evidence before it has
been distorted, constitute a point of law which is subject, as such, to review by the Court of Justice on appeal
(see, inter alia, judgment in Joined Cases C-280/99 P to C-282/99 P Moccia Irme and Others v Commission
[2001] ECR I-4717, paragraph 78, and order in Case C-323/00 P DSG v Commission [2002] ECR I-3919,
paragraph 34).

23 There is nothing in the findings made by the Court of First Instance to suggest that the information
submitted to it was distorted. In particular, the Court stated, in paragraph 26 of its judgment, that coupling the
words company and line - both of which are customary in English-speaking countries - together, without any
graphic or semantic modification, does not imbue them with any additional characteristic such as to render the
sign, taken as a whole, capable of distinguishing DKV's services from those of other undertakings. There is
nothing in that reasoning to suggest that the information submitted to the Court of First Instance was
distorted.

24 As to the complaint that the Court of First Instance failed to consider the overall impression conveyed by
a composite sign (see, as regards Article 7(1)(c) of Regulation No 40/94, Case C-383/99 P Procter & Gamble
v OHIM [2001] ECR I-6251, paragraph 40), that complaint is unfounded. As stated in paragraph 23 above,
the Court of First Instance directed a significant part of its reasoning to considering, in relation to a sign
composed of words, the sign's distinctiveness as a whole.

25 The first plea in law must therefore be dismissed in its entirety.

Second plea in law

26 By its second plea in law DKV complains that the Court of First Instance refused to assess the sign
Companyline from the point of view of Article 7(1)(c) of Regulation No 40/94.

27 According to DKV, the need to maintain the availability of certain signs or certain indications for potential
use by all traders (Freihaltebedürfnis), given effect in Article 7(1)(c), must be real and not purely abstract. The
provision must be interpreted narrowly, restrictively and in a manner that favours protection. According to
DKV, it is clear from OHIM's very practice that marks whose semantic content with respect to the goods and
services designated in the application only exists in a particular relationship, which cannot be specified in
greater detail or is encoded, and marks which only allude to or at most suggest the characteristics of those
goods and services are not to be regarded as descriptive. OHIM should not therefore have found the sign
Companyline here to be descriptive.

28 In that connection it must be observed that, in his decision of 17 April 1998, OHIM's examiner based the
refusal to register the sign Companyline as a Community trade mark on Article 7(1)(b) of Regulation No
40/94 alone. The Court of First Instance was accordingly entitled to confine
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itself in the contested judgment to a consideration of the dispute in the light of that provision, and to hold, in
paragraphs 30 and 31 of its judgment, that there was no need to rule on the plea of infringement of Article
7(1)(c), since for registration to be refused it is sufficient that one of the grounds listed in Article 7(1) applies.

29 That reasoning is clearly not vitiated by any error of law. It is quite evident from the wording of Article
7(1) of Regulation No 40/94 that it is sufficient that one of the absolute grounds for refusal listed in that
provision applies for the sign at issue not to be registrable as a Community trade mark.

30 The second plea in law is therefore unfounded and must also be dismissed.

Third plea in law

31 By its third plea in law DKV claims that the Court of First Instance failed to take into consideration
Article 12(b) of Regulation No 40/94. That provision, it argues, constitutes a corrective to a restrictive
interpretation of Article 7(1)(b) and (c) of the regulation.

32 Article 12(b) enables registration of a sign such as Companyline not to be barred in case of doubt. Since
that provision ensures that a sign such as Companyline does not prevent the public from specifically
describing services to companies in the insurance and financial sector using the words company and line, the
objection on which the refusal to register the sign is based is without foundation.

33 On this point it must be observed that the documents before the Court make it clear that the argument
based on Article 12(b) of Regulation No 40/94 was only raised before the Court of First Instance in
connection with Article 7(1)(c) of the regulation, which, in DKV's submission, should be interpreted in the
light of Article 12(b).

34 As the Court of First Instance found that registration could lawfully be refused under Article 7(1)(b) of
Regulation No 40/94, and that there was therefore no need to rule on the plea alleging infringement of Article
7(1)(c), it was therefore not required to rule on the relationship between the latter provision and Article 12(b)
of the regulation. The plea alleging failure by the Court of First Instance to rule on that point is therefore
inoperative.

35 In so far as DKV seeks to raise, at the appeal stage, the submission that Article 12(b) of Regulation No
40/94 also constitutes a corrective to the interpretation of Article 7(1)(b), that submission constitutes a new
plea which was first introduced in the context of the appeal before the Court of Justice and must for that
reason be held to be inadmissible (see, in particular, order of 13 September 2001 in Case C-467/00 P Staff
Committee of the ECB and Others v ECB [2001] ECR I-6041, paragraph 22).

36 The third plea in law must therefore be dismissed.

Fourth plea in law

37 Under the first part of its fourth plea in law DKV complains that the Court of First Instance applied
Article 7(2) of Regulation No 40/94 to the sign Companyline without taking into consideration the approach
adopted by the national authorities in regard to similar registrations in the various Member States. DKV
claims that it produced in the proceedings before the Court of First Instance copious documentary evidence of
that approach, particularly on the part of the United Kingdom Patent Office. That evidence revealed that there
are a large number of marks in Class 36 containing the suffix line. The Court of First Instance wrongly
disregarded that evidence.

38 Under the second part of that plea, DKV argues that the Court of First Instance should have taken account
of the fact that the public in a sizeable part of the Community is familiar with
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the English language, and that national trade mark offices recognise English as being as widely known as in
the English-speaking areas of the Community.

39 In that regard, so far as the first part of the fourth plea is concerned, it is sufficient to observe that, as the
Advocate General has pointed out at point 91 of his Opinion, there is no provision in Regulation No 40/94
requiring OHIM to come to the same conclusions as those arrived at by national authorities in similar
circumstances. The Court of First Instance cannot therefore be said to have erred in law in that respect.

40 As regards the second part of the fourth plea, OHIM has rightly pointed out that it is clear from the very
wording of Article 7(2) of Regulation No 40/94 that a sign is to be refused registration where it is descriptive
or is not distinctive in the language of one Member State, even if it is registrable in another Member State.
Since the Court of First Instance had found that the sign in question was not distinctive in English-speaking
areas, it was clearly not necessary for it to consider the impression it might make on speakers of other
Community languages.

41 It follows that both parts of the fourth plea are unfounded and that the plea must therefore be dismissed in
its entirety.

Fifth plea in law

42 By its fifth plea in law DKV argues that by registering other signs ending in the suffix line, such as
Moneyline, Cashline, Immoline and Combiline, in cases similar to this one, OHIM misused its powers. Thus,
by refusing to register the sign Companyline, OHIM failed to follow its own principles for registration and
examination guidelines. The probable reason for this is that OHIM wished to prevent DKV from acquiring a
series of trade marks containing the suffix line, and that constitutes a misuse of powers.

43 OHIM replies that that is pure factual conjecture, which has already been aired in exactly the same terms
before the Court of First Instance. That Court correctly found that there was no specific and objective
evidence to suggest that the contested decision was adopted exclusively or at least to a decisive degree in
pursuit of objectives other than those on which that decision is based.

44 On that point, it is sufficient to note that DKV is merely repeating before the Court the same factual
assertions as those which it made before the Court of First Instance, without articulating any specific
complaint vis-à-vis the contested judgment. Such a plea in reality constitutes nothing more than a request for
re-examination of the application before the Court of First Instance, which the Court of Justice, by virtue of
Article 49 of its EC Statute, has no jurisdiction to entertain (see, inter alia, order in DSG, cited above,
paragraph 54).

45 The fifth plea in law is therefore inadmissible and must accordingly be dismissed for that reason.

46 It follows from the foregoing considerations that the pleas put forward by DKV in support of its appeal
are inadmissible or unfounded. The appeal must therefore be dismissed in its entirety.
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Order of the Court of First Instance (Fourth Chamber)
of 6 March 2001

Gödecke AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Opposition - Withdrawal of the application for a Community trade mark - No

need to adjudicate.
Case T-187/00.

Community trade mark - Appeals procedure - Action against the rejection of the opposition to an application
for a trade mark - Withdrawal of the application for a trade mark - Action rendered devoid of purpose - No
need to adjudicate

(Council Regulation No 40/94, Art. 63)

$$The withdrawal of an application to the Office for Harmonisation in the Internal Market for a Community
trade mark renders devoid of purpose an action before the Court of First Instance contesting the decision of a
Board of Appeal of the Office rejecting the opposition to that application, so that there is no longer any need
for the Court to adjudicate.

(see paras 5, 9, 12 )

In Case T-187/00,

Gödecke AG, established in Freiburg im Breisgau (Germany), represented by W. Schmid and A.
Schabenberger, Rechtsanwälte,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and J. Miranda de Sousa, acting as Agents, with an address for service in Luxembourg,

defendant,

intervener before the Court of First Instance:

Teva Pharmaceutical Industries Ltd, established in Jerusalem (Israel), represented by G. Farrington, Solicitor,

APPEAL against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 15 May 2000 (Case R 501/1999-1), notified to the applicant on 17 May
2000, relating to opposition proceedings between Gödecke AG and Teva Pharmaceutical Industries Ltd,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Court Registry on 14 July 2000,

having regard to the response lodged at the Court Registry on 21 December 2000,

makes the following

Order

1 On 1 April 1996 the intervener before the Court, Teva Pharmaceutical Industries Ltd (Teva)
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made an application for a Community trade mark to the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (the Office), pursuant to Council Regulation (EC) No 40/94 of 20 December 1993
on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark for which registration was sought is the word ACAMOL.

3 The products for which registration was sought are within Class 5 for the purposes of the Nice Agreement
Concerning the International Classification of Goods and Services of 15 June 1957, as revised and amended
(the Nice Agreement), and correspond to the description pharmaceutical preparations and substances.

4 On 3 February 1998 the applicant Gödecke AG entered an opposition to the application for a Community
trade mark. The earlier German mark on which the opposition is based is the word AGAROL registered for
laxative products within Class 5 for the purposes of the Nice Agreement.

5 By decision of 21 June 1999, the Opposition Division refused the application for a Community trade mark
under Article 8(1)(b) and Articles 42 and 43 of Regulation No 40/94, on the ground that there was a
likelihood of confusion between the earlier mark AGAROL and the Community mark applied for ACAMOL
in respect of all the products referred to in the application for the Community mark.

6 On 13 August 1999 Teva appealed to the Office, pursuant to Article 59 of Regulation No 40/94, against the
decision of the Opposition Division.

7 The Board of Appeal annulled the decision of the Opposition Division and rejected the opposition by
decision of 15 May 2000.

8 On application by Teva, English became the language of the case, in accordance with the third subparagraph
of Article 131(2) of the Rules of Procedure of the Court of First Instance.

9 By letter of 11 December 2000, Teva informed the Court of the withdrawal of its application for a
Community trade mark pursuant to Article 44(1) of Regulation No 40/94.

10 By letter of 8 January 2001, the applicant informed the Court that in its opinion the withdrawal of the
application for a Community trade mark by Teva had not brought the proceedings before the Court to an end,
and that, should the Court consider that the proceedings had become devoid of purpose, it asked for Teva to
be ordered to pay the costs in accordance with Article 87(5) of the Rules of Procedure.

11 By letter of 11 January 2001, the Office submitted that the proceedings before the Court had become
devoid of purpose.

12 It must be concluded that, in view of the withdrawal of the application for a Community trade mark, the
present proceedings have become devoid of purpose. There is therefore no longer any need to adjudicate.

Costs

13 Article 87(6) of the Rules of Procedure provides that where a case does not proceed to judgment the costs
are in the discretion of the Court.

14 In the circumstances of the case, the Court considers that the parties should be ordered to bear their own
costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),
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hereby orders:

1. There is no need to adjudicate.

2. The parties are to bear their own costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2002. Institut für Lernsysteme GmbH
v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community

trade mark - Opposition procedure - Earlier figurative mark containing the acronym ILS - Application
for Community word mark ELS - Proof of use of earlier mark - Article 43(2) and (3) of Regulation

(EC) No40/94 and Rule 22 of Regulation (EC) No 2868/95 - Relative ground for refusal - Article 8(1)(b)
of Regulation (EC) No 40/94 - Statement of reasons. Case T-388/00.

In Case T-388/00,

Institut für Lernsysteme GmbH, established in Hamburg (Germany), represented by J. Schneider and A.
Buddee, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, A. di Carlo and O. Waelbroeck, acting as Agents,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

ELS Educational Services, Inc., established in Culver City, California (United States),

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 18 October 2000 (Case R 074/2000-3),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 30 December 2000,

having regard to the response lodged by the Office for Harmonisation in the Internal Market (Trade Marks
and Designs) at the Registry of the Court on 15 May 2001,

further to the hearing on 27 February 2002,

gives the following

Judgment

Costs

80 Under Article 87(3) of its Rules of Procedure, the Court of First Instance may, where each party succeeds
on some but fails on other heads, order that the costs be shared. In the present circumstances, since the
application has only partially been upheld in this case, it is appropriate to order the defendant to bear its own
costs and pay two thirds of the costs incurred by the applicant. The applicant is to bear one third of its own
costs.

On those grounds,

THE COURT OF FIRST INSTANCE
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(Fourth Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) (OHIM) of 18 October 2000 (Case R 074/2000-3) in so far as it relates to the
analysis of the likelihood of confusion between the conflicting marks;

2. For the rest, dismisses the application;

3. Orders the defendant to bear its own costs and pay two thirds of the costs incurred by the applicant. The
applicant shall bear one third of its own costs.

Legal background

1 Paragraphs (1)(b) and (2)(a)(ii) of Article 8 of Council Regulation (EC) No 40/94 of 20 December 1993 on
the Community trade mark (OJ 1994 L 11, p. 1), as amended, provides as follows:

`1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for shall not be
registered:

...

(b) if because of its identity with or similarity to the earlier trade mark and the identity or similarity of the
goods or services covered by the trade marks there exists a likelihood of confusion on the part of the
public in the territory in which the earlier trade mark is protected; the likelihood of confusion includes the
likelihood of association with the earlier trade mark.

For the purposes of paragraph 1, "Earlier trade marks" means:

(a) trade marks of the following kinds with a date of application for registration which is earlier than the date
of application for registration of the Community trade mark, taking account, where appropriate, of the
priorities claimed in respect of those trade marks:

...

(ii) trade marks registered in a Member State, or, in the case of Belgium, the Netherlands or Luxembourg, at
the Benelux Trade Mark Office;

...'

2 Article 42(1)(a) and (3) of Regulation No 40/94 provides as follows:

`1. Within a period of three months following the publication of a Community trade mark application, notice
of opposition to registration of the trade mark may be given on the grounds that it may not be registered
under Article 8:

(a) by the proprietors of earlier trade marks referred to in Article 8(2) as well as licensees authorised by the
proprietors of those trade marks, in respect of Article 8(1) and (5);

...

3. Opposition must be expressed in writing and must specify the grounds on which it is made. It shall not be
treated as duly entered until the opposition fee has been paid. Within a period fixed by the Office, the
opponent may submit in support of his case facts, evidence and arguments.'

3 Article 43(1)(2)(3) and (5) of Regulation No 40/94 provides as follows:-

`1. In the examination of the opposition the Office shall invite the parties, as often as necessary, to file
observations, within a period set them by the Office, on communications from the other parties or issued by
itself.
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2. If the applicant so requests, the proprietor of an earlier Community trade mark who has given notice of
opposition shall furnish proof that, during the period of five years preceding the date of publication of the
Community trade mark application, the earlier Community trade mark has been put to genuine use in the
Community in connection with the goods or services in respect of which it is registered and which he cites as
justification for his opposition, or that there are proper reasons for non-use, provided the earlier Community
trade mark has at that date been registered for not less than five years. In the absence of proof to this effect,
the opposition shall be rejected. If the earlier Community trade mark has been used in relation to part only of
the goods or services for which it is registered it shall, for the purposes of the examination of the opposition,
be deemed to be registered in respect only of that part of the goods or services.

3. Paragraph 2 shall apply to earlier national trade marks referred to in Article 8(2)(a), by substituting use in
the Member State in which the earlier national trade mark is protected for use in the Community.

...

5. If examination of the opposition reveals that the trade mark may not be registered in respect of some or
all of the goods or services for which the Community trade mark application has been made, the application
shall be refused in respect of those goods or services. Otherwise the opposition shall be rejected.'

4 Rule 22(1) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Regulation No
40/94 (OJ 1995 L 303, p. 1) provides as follows:

`(1) Where, pursuant to Article 43(2) or (3) of the Regulation, the opposing party has to furnish proof of use
or show that there are proper reasons for non-use, the Office shall invite him to provide the proof required
within such period as it shall specify. If the opposing party does not provide such proof before the time limit
expires, the Office shall reject the opposition.'

Background to the dispute

5 On 1 April 1996 ELS Educational Services, Inc. (hereinafter `ELS') filed an application for a Community
trade mark at the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) under
Regulation No 40/94.

6 The trade mark in respect of which registration was sought was the acronym `ELS' (hereinafter `the mark
claimed').

7 The goods and services in respect of which registration of the trade mark was sought were in Classes 16,
35 and 41 of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the
following descriptions for each class:

Class 16: `Educational textbooks and printed materials namely student workbooks, catalogues, teaching
manuals, printed instruction materials and charts and booklets designed for students seeking to learn English as
a second language.'

Class 35: `Rendering technical assistance in connection with the establishment and/or operation of language
schools.'

Class 41: `Educational services, namely providing English language instruction.'

8 On 23 January 1998 the applicant filed a notice of opposition under Article 42 of Regulation No 40/94
against the mark claimed (B 11371). The ground relied on in support of the opposition was the likelihood of
confusion, within the meaning of Article 8(1)(b) of Regulation No 40/94, between the mark claimed and an
earlier mark owned by the applicant. The earlier mark in question (hereinafter `the earlier mark') is German
registration no 2005750 of the figurative sign reproduced
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below:

9 The goods and services in respect of which the earlier mark is registered are in Classes 9, 16 and 41 of the
Nice Classification, and correspond to the following descriptions for each class:

Class 9: `Data carriers of all kinds with programmes for educational purposes.'

Class 16: `Educational and teaching materials (except for apparatus) in the form of printed materials.'

Class 41: `Development and running of correspondence courses.'

10 Upon request by ELS, OHIM asked the applicant, by fax of 15 July 1998, to furnish, within two months,
proof of use of the earlier mark for the purposes of Article 43(2) and (3) of Regulation No 40/94 and Rule
22(1) of Regulation No 2868/95.

11 Within the time-limit set by OHIM to prove use of the earlier mark, the applicant explicitly referred to the
documents submitted in a parallel opposition procedure (B 10845), namely an affidavit of one of the
applicant's directors, study booklets, the brochure for a seminar and advertising leaflets. After the expiry of
that time-limit, on 24 March 1999 the applicant appended further supplementary documents (photocopies of
three cassettes bearing the earlier mark) to its reply to the observations of ELS on the evidence it had filed
within the time-limit.

12 By decision of 24 November 1999, the Opposition Division rejected the opposition pursuant to Article
8(1)(b) and Articles 42 and 43 of Regulation No 40/94, and Rule 22(1) of Regulation No 2868/95. The
Opposition Division took the view, first of all, that the additional documents submitted as evidence of use of
the earlier mark, which were produced after the expiry of the period laid down by OHIM, could not be
admitted. Next, it found that the documents submitted by the applicant within the time-limit proved genuine
use of the earlier mark for the services comprising `development and running of correspondence courses', but
not for `educational and teaching materials (except for apparatus) in the form of printed materials', or for `data
carriers of all kinds with programmes for educational purposes'. The Opposition Division also found that
there was no likelihood of confusion between the earlier mark and the mark claimed in relation to all the
goods and services covered by the application.

13 On 21 January 2000 the applicant filed an appeal with OHIM against the decision of the Opposition
Division pursuant to Article 59 of Regulation No 40/94.

14 The appeal was dismissed by decision of the Third Board of Appeal of OHIM of 18 October 2000, which
was served on the applicant on 30 October 2000 (hereinafter the `contested decision').

15 The Board of Appeal found in essence that the decision of the Opposition Division was well founded.
First, it confirmed the Opposition Division's findings with regard to proof of genuine use of the earlier mark,
and its rejection of the additional documents submitted after the expiry of the time-limit laid down by OHIM.
Second, the Board of Appeal held that there was no likelihood of confusion between the earlier mark and the
mark claimed.

Forms of order sought

16 The applicant claims that the Court should:

- annul the contested decision;

- refuse the mark claimed;

- order OHIM to pay the costs.

17 OHIM contends that the Court should:

- dismiss the applicant's application;

© An extract from a JUSTIS database



62000A0388 European Court reports 2002 Page II-04301 5

- order the applicant to pay the costs.

Law

Application that the mark claimed be refused

18 Under the second head of its application, the applicant is essentially asking the Court to direct OHIM to
refuse to register the mark claimed.

19 It should be recalled in that connection that, under Article 63(6) of Regulation No 40/94, OHIM is to take
the measures necessary to comply with the judgment of the Community Courts. Accordingly, the Court of
First Instance is not entitled to issue directions to OHIM. It is for OHIM to draw the appropriate inferences
from the operative part of this judgment and the grounds on which it is based. The second head of the
applicant's application is therefore inadmissible (Case T-331/99 Mitsubishi HiTec Paper Bielefeld v OHIM
(Giroform) [2001] ECR II-433, paragraph 33; Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL) [2002]
ECR II-683, paragraph 12).

The claim for annulment

20 The applicant relies on two pleas in law. By the first it alleges infringement of the procedure for
producing proof of use of the earlier mark and, by the second, infringement of Article 8(1)(b) of Regulation
No 40/94.

First plea: infringement of the procedure for producing proof of use of the earlier mark

- Arguments of the parties

21 The applicant contends that the Board of Appeal ought to have taken account of the additional evidence
submitted on 24 March 1999, since this supplemented the evidence already submitted and in particular the
affidavit of the applicant's director. It argues that in so far as it was confronted with objections by ELS it
replied by submitting additional documents.

22 The applicant claims that the Board of Appeal infringed Article 43(1) of Regulation No 40/94 by rejecting
the documents filed in the parallel opposition procedure B 10845 as proof of use of the earlier mark. The
applicant accordingly contends that if OHIM did not deem it appropriate to make use of documents produced
in separate but parallel proceedings in this case, it should have made that clear so the applicant could have
responded by sending, within the time allowed, further evidence documenting the use of the earlier mark.

23 As a preliminary point, OHIM contends that it is unnecessary in the present case for the Court to decide
whether additional proof of use of an earlier trade mark may be submitted after the expiry of the period
provided for by Rule 22(1) of Regulation No 2868/95 because, even if the applicant had proved genuine use
of the earlier mark for the goods covered by that mark, that would not have affected the substance of the
contested decision.

24 Nevertheless, should the Court consider it necessary to give a decision on that point, OHIM maintains that,
as the Board of Appeal rightly held, in inter partes proceedings additional evidence cannot be submitted after
the period allowed by OHIM has expired.

25 OHIM maintains that Rule 22(1) of Regulation No 2868/95 provides for a peremptory time-limit, which
does not permit the additional evidence of use of the earlier mark submitted by the applicant within the period
allowed to it to reply to the observations of ELS on the applicant's evidence of that use, within the time-limit
allowed by OHIM, to be admitted in application of that rule.

26 Finally, OHIM contends that the applicant has misconstrued the Board of Appeal's reasoning at paragraph
23 of the contested decision, and that the Board did take into account the evidence submitted in opposition
procedure B 10845.
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- Findings of the Court

27 As a preliminary point, the Court observes that the fact that the Board of Appeal did not take account of
the documents produced by the applicant out of time is liable to affect the analysis of the likelihood of
confusion between the marks in question. Accordingly, the applicant has locus standi to ask the Court, for
the purposes of the plea now under consideration, to rule on the validity of the position adopted by the Board
of Appeal.

28 First, Rule 22(1) of Regulation No 2868/95 provides that, where the opponent has to furnish proof of use
of the mark, OHIM is to invite him to do so within such period as it specifies. By virtue of that provision,
read in conjunction with Article 43(2) of Regulation No 40/94, if evidence establishing use of the mark is not
produced within the period specified by OHIM the opposition must be rejected. That peremptory nature of the
time-limit laid down by the rule in question means that OHIM cannot take account of evidence that is
submitted late.

29 In this case the applicant submitted documents after the period specified by OHIM under Rule 22(1) of
Regulation No 2868/95 had expired. The fact that, in its comments on the evidence of use of the mark
submitted by the applicant, ELS challenges that evidence, cannot have the effect of causing that period to start
to run afresh and of allowing the applicant to supplement the evidence of use submitted within the period
specified by OHIM. OHIM was therefore required to take account only of the documents produced within the
period specified for proof to be furnished of use of the earlier mark.

30 It follows from the foregoing that the additional evidence produced by the applicant after the time-limit
provided for in Rule 22(1) of Regulation No 2868/95 had expired had to be excluded.

31 Second, as regards the validity of the practice of referring to documents produced in another case, it must
be held that, if an opponent of a Community trade mark application has already had to prove use of an earlier
mark in earlier proceedings, he may refer to documents already filed with OHIM in those proceedings where
he is called upon to provide evidence of use of that earlier trade mark on a subsequent occasion.

32 It is clear from the documents before the Court in this case that, contrary to what the applicant contends,
in making its decision OHIM did take account of the documents produced by the applicant, on 24 July 1998,
in Case B 10845. In Case B 11371, and before 15 September 1998, the date on which the period specified
for submission of proof of use expired, the applicant explicitly referred, in a communication of 6 August
1998, to the documents submitted in Case B 10845. From that time, those documents also formed part of the
file in Case B 11371. Accordingly, they were examined once by the Opposition Division and a second time
by the Board of Appeal. The Board of Appeal affirmed that none of the missing evidence in Case B 11371
had been submitted in Case B 10845 (see paragraph 23 of the contested decision).

33 In view of all of the foregoing, the plea now under consideration is rejected.

Second plea: infringement of Article 8(1)(b) of Regulation No 40/94

- Arguments of the parties

34 The applicant claims first of all that, as regards comparison of the goods and services in question, there is
similarity and, in part, identity between the goods and services. The applicant maintains in that connection
that the contested decision failed to apply correctly the principle that the closer the goods and services are to
one another, the greater must be the distance between the marks, so as not to create confusion.

35 Second, as regards comparison of the signs in question, the applicant submits that the figurative element of
the earlier mark is by nature subordinate to the word element ILS. It contends, furthermore,
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that the contested decision failed to take account of the fact that, when marks are compared, this should be
done from the viewpoint of an averagely attentive consumer who normally perceives trade marks one after the
other rather than simultaneously, and tends not to subject the differences between the marks to careful
consideration.

36 As to the phonetic analysis of the signs in question, the applicant argues that the English language is of
increasing importance in Germany, and that the application for the mark in question has its origins in the
English-speaking world. Thus, it claims that English pronunciation of the mark in respect of which
registration is sought exactly matches the German pronunciation of the earlier mark.

37 In view of the extensive similarity between the goods and services, the applicant maintains that the slight
difference between the initial letters is not sufficient to avoid a risk of confusion.

38 OHIM states that assessment of the likelihood of confusion is a complex exercise involving a measure of
discretion. It further states that the Court of Justice has developed general principles which, if properly
applied, will avoid arbitrary findings and lead to greater harmonisation when assessing likelihood of confusion.
OHIM contends that the Board of Appeal's assessment of the likelihood of confusion between the conflicting
trade marks followed the general principles laid down by the Court of Justice.

39 As regards, first of all, comparison of the goods and services in question, the Board of Appeal's findings
concerning the identity and similarity of the goods and services covered by the conflicting trade marks were
correct.

40 Second, as regards comparison of the signs, OHIM submits that the Board of Appeal was correct in
finding that the two signs differ visually and phonetically for the following reasons:

- the first letter, the only vowel in each sign, is different;

- the conflicting signs consist of three-letter abbreviations; and

- the earlier sign has a figurative element.

41 OHIM also disputes the applicant's assertion regarding the English pronunciation of the acronym
corresponding to the mark claimed and observes that, if it is true, the two signs would be pronounced in
English and therefore the phonetic difference would remain.

42 OHIM contends that a conceptual comparison of the signs in question is not feasible because neither of
them conveys any message in German.

43 Third, with regard to the likelihood of confusion, OHIM contends that, as was pointed out in the contested
decision, the signs in question are not confusingly similar for the average consumer, and that the contested
decision took account of the principle of interdependence between the similarity of the signs and that of the
goods and services.

- Findings of the Court

44 According to the case-law of the Court of Justice on the interpretation of Article 4(1)(b) of First Council
Directive 89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade
marks (OJ 1989 L 40, p. 1), which contains rules essentially identical to those in Article 8(1)(b) of Regulation
No 40/94, the likelihood that the public might believe that the goods or services in question come from the
same undertaking or, as the case may be, from economically-linked undertakings, constitutes a likelihood of
confusion (Case C-39/97 Canon [1998] ECR I-5507, paragraph 29 and Case C-342/97 Lloyd Schuhfabrik
Meyer [1999] ECR I-3819, paragraph 17).
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45 According to the same case-law, likelihood of confusion on the part of the public must be assessed
globally, taking into account all factors relevant to the circumstances of the case (see Case C-251/95 SABEL
[1997] ECR I-6191, paragraph 22; Canon, cited above, paragraph 16; Lloyd Schuhfabrik Meyer, cited above,
paragraph 18; and Case C-425/98 Marca Mode [2000] ECR I-4861, paragraph 40).

46 That global assessment implies some interdependence between the factors taken into account and in
particular similarity between the trade marks and between the goods or services covered. Accordingly, a
lesser degree of similarity between these goods or services may be offset by a greater degree of similarity
between the marks, and vice versa (Canon, cited above, paragraph 17 and Lloyd Schuhfabrik Meyer, cited
above, paragraph 19). The interdependence of these factors is expressly mentioned in the seventh recital in the
preamble to Regulation No 40/94, according to which the concept of similarity is to be interpreted in relation
to the likelihood of confusion, the appreciation of which depends, inter alia, on the recognition of the trade
mark on the market and the degree of similarity between the mark and the sign and between the goods or
services identified.

47 In addition, the perception of marks in the mind of the average consumer of the goods or services in
question plays a decisive role in the global assessment of the likelihood of confusion. The average consumer
normally perceives a mark as a whole and does not proceed to analyse its various details (see SABEL, cited
above, paragraph 23 and Lloyd Schuhfabrik Meyer, cited above, paragraph 25). For the purposes of that
global assessment, the average consumer of the products concerned is deemed to be reasonably well informed
and reasonably observant and circumspect. In addition, account should be taken of the fact that the average
consumer only rarely has the chance to make a direct comparison between the different marks, but has to
place his trust in the imperfect image of them that he has retained in his mind. It should also be borne in
mind that the average consumer's level of attention is likely to vary according to the category of goods or
services in question (Lloyd Schuhfabrik Meyer, cited above, paragraph 26).

48 In this case, given the nature of the goods and services concerned (educational textbooks and printed
materials, namely student workbooks, catalogues, teaching manuals, printed instruction materials and charts and
booklets designed for students seeking to learn English as a second language and educational services, namely
providing English-language instruction), which are goods and services for everyday use, and the fact that the
earlier mark on which the opposition was based is registered and protected in Germany, the targeted public in
relation to which likelihood of confusion must be assessed is composed of average consumers in that Member
State.

49 Pursuant to Article 8(1)(b) of Regulation No 40/94, and in the light of the foregoing considerations, it is
necessary to compare, on the one hand, the goods and services concerned and, on the other, the conflicting
signs.

50 As regards, first, comparison of the goods and services, it should be noted at once that, under Article 43(2)
of Regulation No 40/94, where the opponent produces proof of use of the earlier mark only in respect of
some of the goods or services for which it is registered, the mark is, for the purposes of the assessment of the
opposition, deemed to be registered only in respect of those goods and services. Under that provision, when
comparing goods and services covered by the marks in question in the present case, only the services covered
by the earlier mark in respect of which the Board of Appeal found that proof of use was submitted, that is to
say `development and running of correspondence courses', are to be taken into consideration.

51 Next, the Court points out that, according to the case-law of the Court of Justice, in assessing the
similarity of the goods or services concerned, all the relevant factors pertaining to the relationship between
those goods and services are to be taken into account. Those factors include, inter alia, their nature, their end
users and their method of use and whether they are in competition with one
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another or are complementary (Canon, cited above, paragraph 23).

52 At paragraph 25 of the contested decision, the Board of Appeal upheld the finding of the Opposition
Division in relation to the comparison of the goods and services concerned, namely that the services
comprising `development and running of correspondence courses' designated by the earlier mark are identical
to `educational services, namely providing English language tuition', similar to `educational textbooks and
printed materials, namely student workbooks, catalogues, teaching manuals, printed instruction materials and
charts and booklets designed for students seeking to learn English as a second language', but different from
`rendering technical assistance in connection with the establishment and/or operation of language schools'.

53 First, the services comprising `development and running of correspondence courses' designated by the
earlier mark are, as educational services, included in the general category, designated by the trade mark
application, of `educational services, namely providing English language instruction'. The Board of Appeal
was therefore right in holding them to be identical.

54 Second, the Board of Appeal considers that services comprising `development and running of
correspondence courses' identified by the earlier mark are similar to `educational textbooks and printed
materials namely student workbooks, catalogues, teaching manuals, printed instruction materials and charts and
booklets designed for students seeking to learn English as a second language' designated by the mark claimed.

55 It must be observed that, in order to supply services involving the `development and running of
correspondence courses', it is both helpful and usual to make use of `educational textbooks and printed
materials namely student workbooks, catalogues, teaching manuals, printed instruction materials and charts and
booklets designed for students seeking to learn English as a second language'. Thus, undertakings offering any
kind of course often hand out those products to pupils as support learning materials.

56 Accordingly, given the close link between the goods and services in question as regards their end users,
and also the fact that the products complement the services, the Board of Appeal was right in holding the
goods and services to be similar.

57 Third, with respect to comparison of the services of `development and running of correspondence courses'
designated by the earlier mark with those of `rendering technical assistance in connection with the
establishment and/or operation of language schools' identified by the mark claimed, the Board of Appeal
simply found that the services in question were different (paragraph 25 of the contested decision), without
giving any reasons. That finding is liable to have consequences in this case, namely partial registration of the
mark in respect of the services in question, if all the other criteria which must be taken into account in
determining whether there is a likelihood of confusion are met.

58 In those circumstances, the Court holds that the Board of Appeal failed to fulfil its obligation under Article
73 of Regulation No 40/94, which provides that `Decisions of the Office shall state the reasons on which they
are based'.

59 In addition, it must be borne in mind that the statement of reasons on which a decision adversely affecting
a person is based must provide that person with the information necessary in order to know whether that
decision is well founded and enable the Community Courts to exercise their power of judicial review.
Accordingly, the fact that a statement of reasons is lacking or is inadequate, thereby hindering that review,
constitutes a matter of public interest which may, and even must, be raised by the Community Court of its
own motion (Case 18/57 Nold v High Authority [1959] ECR 41 and Case C-166/95 P Commission v Daffix
[1997] ECR I-983, paragraphs 23 and 24).
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60 Consequently, the contested decision must, in so far as it finds that the services `development and running
of correspondence courses' identified by the earlier mark and those comprising `rendering technical assistance
in connection with the establishment and/or operation of language schools' identified by the mark claimed are
different, be annulled for infringement of essential procedural requirements.

61 Accordingly, in making the global assessment of the likelihood of confusion, account is to be taken only
of the identity between the services comprising `development and running of correspondence courses'
designated by the earlier mark and `educational services, namely providing English language instructions'
designated by the mark claimed, and of the similarity between the aforementioned services comprising the
`development and running of correspondence courses' and `educational textbooks and printed materials namely
student workbooks, catalogues, teaching manuals, printed instruction materials and charts and booklets
designed for students seeking to learn English as a second language' designated by the mark claimed.

62 Second, as regards comparison of the signs, it must be observed that, according to the case-law of the
Court of Justice, the global assessment of the likelihood of confusion must, as regards the visual, aural or
conceptual similarity of the marks in question, be based on the overall impression created by them, bearing in
mind, in particular, their distinctive and dominant components (SABEL, cited above, paragraph 23 and Lloyd
Schuhfabrik Meyer, cited above, paragraph 25). Furthermore, the Court of Justice has held that it is possible
that mere aural similarity between trade marks may create a likelihood of confusion (see Lloyd Schuhfabrik
Meyer, cited above, paragraph 28). It is therefore necessary to compare the conflicting signs in this case at
the visual, aural and conceptual levels.

63 As regards, first, visual comparison, the following two signs must be examined:

ELS

Earlier mark Mark claimed

64 The earlier mark is composed of a figurative sign containing the acronym ILS in white letters, the first
letter being lower case and the second two letters upper case. The three letters are of the same size and
appear on a black background in a rectangular frame with a white border. The mark claimed comprises the
letters ELS.

65 OHIM considers that the difference in the first letter, which is the only vowel in a sign composed purely
of an acronym of three letters, is considerable and that the figurative aspect of the earlier mark strengthens
that impression.

66 It must first of all be observed that the word elements of the conflicting marks comprise acronyms of the
same length, namely three letters. The only dissimilarity between the acronyms concerns the first letter: `i' in
the earlier mark and capital `E' in the mark claimed. The next two letters in both acronyms, the `L' and the
`S', are in the same sequence and position. As a result of the fact that two of the three letters are identical
and in the same sequence, the difference in a single letter does not constitute a significant visual difference.

67 Second, the visual dissimilarity between the signs is not created by the figurative component of the earlier
mark. In application of the principle laid down by the Court of Justice and referred to at paragraph 62 above,
when comparing the signs, account must be taken in particular of their dominant elements. It is clear in the
present case that the figurative element is secondary to the dominant element of the earlier mark, namely the
letters ILS.

68 It follows that there is a visual similarity between the earlier mark and the mark claimed.

69 As regards, next, aural comparison, the Board of Appeal affirms that the marks may be distinguished
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in German either on the basis of pronunciation of the acronym as one word or on the basis of the spelling of
the acronym, given the difference in the first letter (paragraph 29 of the contested decision). The applicant
argues that the English pronunciation of the acronym corresponding to the marks claimed is identical to the
German pronunciation of the earlier mark. OHIM contests that latter argument, claiming that if both acronyms
are pronounced in English, the aural difference remains.

70 It must first of all be observed that the manner in which the acronyms in question are pronounced, as a
one-word acronym or letter by letter, is irrelevant to the assessment of the aural comparison of those
acronyms.

71 With regard to the pronunciation of the two acronyms in question in the language of the targeted public,
which is German, it must be observed that the vowel phonemes `E' and `I' are pronounced similarly and that
the consonant phonemes `L' and `S' are pronounced exactly the same in each sign.

72 In addition, in determining the aural perception of the signs by the targeted public, account must be taken
of all relevant factors and the specific circumstances of the case. In that respect, it is conceivable the targeted
public may be addressed, with a view to offering it English courses, by pronouncing the mark claimed as it is
in English, a pronunciation which, moreover, is identical to the German pronunciation of the earlier mark.
Accordingly, irrespective of their knowledge of languages, the targeted public, not knowing that the mark
claimed has been pronounced in English, is likely to confuse it with the earlier mark.

73 There is therefore aural similarity between the earlier mark and the mark claimed.

74 Finally, as OHIM correctly pointed out, it is not possible to make a conceptual comparison of the
conflicting marks in this case because the signs have no meaning in the language of the targeted public, which
is German.

75 Therefore, having regard, first, to the identity between the services comprising `development and running
of correspondence courses' designated for the earlier mark and `educational services, namely providing English
language instruction' designated by the mark claimed, and to the similarity between the services `development
and running of correspondence courses' and `educational textbooks and printed materials namely student
workbooks, catalogues, teaching manuals, printed instruction materials and charts and booklets designed for
students seeking to learn English as a second language' designated by the mark claimed, and second, to the
similarity between the signs in question, the differences between those signs are not sufficient to dispel the
likelihood of confusion in the mind of the targeted public.

76 In the context of the global assessment of the likelihood of confusion, the fact that the educational services
in question are not provided on a daily or weekly basis (paragraph 31 of the contested decision) increases the
possibility that the targeted public might be misled by its imprecise recollection of the configuration of the
marks. In that connection, it should be borne in mind that the targeted public has to place its trust in the
imperfect image of the marks retained by it (see paragraph 47 above).

77 Application of the principle of the interdependence of the various factors confirms that conclusion. There
may be a likelihood of confusion, notwithstanding a lesser degree of similarity between the trade marks, where
the goods or services covered by them are very similar and the earlier mark is highly distinctive (see Lloyd
Schuhfabrik Meyer, cited above, paragraph 21). In this case, as has already been found, the services
`developing and running correspondence courses' covered by the earlier mark are identical to `educational
services, namely providing English language instruction' designated by the Community trade mark application.
As a consequence of that identity, the differences between the marks in question are attenuated in the global
assessment of the likelihood of confusion.
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78 It follows from all of the foregoing considerations that the Board of Appeal was wrong in holding that
there was no likelihood of confusion between the marks in question and that it therefore infringed Article
8(1)(b) of Regulation No 40/94.

79 The contested decision must therefore be annulled in so far as it relates to the analysis of the likelihood of
confusion of the mark claimed with the earlier mark in regard to services within Class 41 `development and
running of correspondence courses' in respect of which genuine use of that mark has been proved.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002.

Dart Industries Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - 'UltraPlus - Absolute grounds for refusal - Descriptive character, distinctive
character - Article 7(1)(b) and (c) of Regulation (EC) No 40/94.

Case T-360/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks which consist exclusively of signs or indications which may serve to designate the
characteristics of the goods - UltraPlus

(Council Regulation No 40/94, Art. 7(1)(c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Lack of descriptive character of a sign - Fact not necessarily implying that the sign is distinctive

(Council Regulation No 40/94, Art. 7(1)(b) and (c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - UltraPlus

(Council Regulation No 40/94, Art. 7(1)(b))

$$1. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark provides that trade marks which
consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity,
intended purpose, value, geographical origin or the time of production of the goods or of rendering of the
service, or other characteristics of the goods or service are not to be registered. As regards the registration of
UltraPlus sought in respect of plastic ovenware for use in microwave, convection and conventional ovens, it
has not been shown that that sign may serve to designate those goods directly, since the word ultra does not
designate a quality, quantity or characteristic of the ovenware which the consumer is able to understand
directly, that word, as such, being capable only of reinforcing the designation of a quality or characteristic by
another word, and since the word plus does not in itself designate a quality or characteristic of the plastic
ovenware concerned which the consumer is able to understand directly and which could be reinforced by the
word ultra, with the result that the relevant public would not immediately and without further reflection make
a definite and direct association between plastic ovenware and UltraPlus. When an undertaking extols,
indirectly and in an abstract manner, the excellence of its products by way of a sign such as UltraPlus, yet
without directly and immediately informing the consumer of one of the qualities or specific characteristics of
the ovenware, it is a case of evocation and not designation for the purposes of the abovementioned provision.

(see paras 25-27, 29 )

2. The fact that a sign is not descriptive within the meaning of Article 7(1)(c) of Regulation No 40/94 on the
Community trade mark does not automatically mean that it is distinctive within the meaning of Article 7(1)(b).
Distinctive character may also be lacking if the relevant public cannot perceive in that sign an indication of
the commercial origin of the goods.

(see para. 30 )

3. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. As regards the registration of UltraPlus sought in respect
of plastic ovenware for use in microwave, convection and conventional
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ovens, it has not been shown that there is nothing unusual in the choice of the words forming that term and
that it is, taken as a whole, commonly used in relation to ovenware, with the result that that sign may be
distinctive in respect of those goods.

Such a sign can be easily and instantly memorised by the relevant public and can enable it to repeat a
positive experience of purchasing ovenware inasmuch as the sign is not already commonly used, as such, for
that type of goods, which usage would prevent the consumer from distinguishing immediately and with
certainty the goods of the undertaking concerned from those of other undertakings.

(see paras 47-48, 54 )

In Case T-360/00,

Dart Industries Inc., established in Orlando, Florida (United States), represented by J. Gray and K.-U. Jonas,
lawyers,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by V.
Melgar, acting as Agent,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 22 September 2000 (Case R 278/2000-1) on the registration of
UltraPlus as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court on 25 November 2000,

having regard to the response lodged at the Registry of the Court on 8 March 2001,

further to the hearing on 29 May 2002,

gives the following

Judgment

Costs

56 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the Office has been unsuccessful and the
applicant has asked for costs to be awarded against it, the Office must be ordered to pay the costs incurred by
the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
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Market (Trade Marks and Designs) of 22 September 2000 (Case R 278/2000-1);

2. Orders the defendant to pay the costs.

Background to the dispute

1 On 23 December 1997, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) under Council Regulation (EC)
No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark of which registration was sought is UltraPlus.

3 The goods in respect of which registration was sought are plastic ovenware for use in microwave,
convection and conventional ovens in Class 21 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended.

4 By decision of 20 January 1999, the examiner refused the application for registration under Article 38 of
Regulation No 40/94 on the ground that the mark applied for was not distinctive within the meaning of
Article 7(1)(b) of that regulation.

5 By decision of 22 September 2000 (the contested decision), the First Board of Appeal dismissed the appeal
brought by the applicant against the examiner's decision.

6 Essentially, the Board of Appeal found that the term in respect of which registration was sought was
descriptive of the qualities of the goods in question and incapable of acting as a distinguishing sign since
potential consumers would perceive it as merely expressing a strong claim by the manufacturer regarding the
quality of its goods.

Forms of order sought by the parties

7 The applicant claims that the Court should:

- annul the contested decision;

- order that the application for registration be referred back to the Office to be published there;

- order the Office to pay the costs.

8 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

9 At the hearing, the applicant withdrew its claim that the Office should be ordered to publish the application
to register UltraPlus in accordance with Article 40 of Regulation No 40/94. Furthermore, it stated that it did
not intend to raise as separate pleas in law its observations relating to the principle of equal treatment and to
the failure to take into consideration a document (addendum of 2 June 2000) during the proceedings before
the Board of Appeal but that it maintained those observations in order to clarify for the Court the terms of
reference of the dispute.

Law

10 In support of its application, the applicant raises two pleas alleging infringement of, first, Article 7(1)(c) of
Regulation No 40/94 and, second, Article 7(1)(b) of that regulation.

The plea alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties
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11 The applicant submits that, in the view of the Boards of Appeal, a sign is not descriptive if it is merely
allusive. That is true of UltraPlus, which does not exclusively and directly designate the goods themselves or
the qualities which the consumer might be looking for.

12 Moreover, the applicant cites several examples to show that the Office registers signs consisting of
laudatory terms which, taken as a whole, have no direct meaning and even signs consisting of the words ultra
or plus combined with a noun or an adjective.

13 The applicant then points out that UltraPlus is not used in the general or specialised language of the trade
circles concerned, that it is not customary in the household sector for designating ovenware and that there is
no indication that it may become so.

14 The applicant further claims that the mark at issue does not prevent its competitors from using the words
of which it is composed and that it is not necessary for the term to remain available. In that respect, the
applicant draws attention to the fact that Article 12 of Regulation No 40/94 would permit descriptive use of
ultraplus.

15 In conclusion, the applicant asserts that the mark UltraPlus is a newly invented word with no grammatical
meaning which does not describe the goods concerned or any of their qualities.

16 The Office argues that the descriptiveness of a sign must be assessed by reference to the meaning
perceived by the consumer in relation to the goods and services in question.

17 It adds that if, in relation to the goods concerned, a term has an ambiguous and suggestive meaning which
is open to several interpretations, it is not descriptive.

18 In the present case, the Office considers that UltraPlus describes, directly and without requiring further
thought, the particular quality or the nature of the product or an essential feature thereof, namely the very
good quality of the ovenware. Therefore, in its submission, that term is not merely allusive but clearly
descriptive.

19 Moreover, the Office observes that an Internet search in different Member States shows that ultraplus is
used in relation to the durability of a product. The term is commonly used to praise the high quality of the
materials used, particularly in the plastics industry of which the ovenware in question is part.

Findings of the Court

20 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service are not to be registered.

21 Article 7(1)(c) of Regulation No 40/94 prevents the signs and indications therein referred to from being
reserved to one undertaking alone because they have been registered as trade marks. That provision therefore
pursues an aim which is in the public interest, namely that descriptive signs or indications may be freely used
by all (Case T-358/00 DaimlerChrysler v OHIM (TRUCKCARD) [2002] ECR II-1993, paragraph 25).

22 From that point of view, the signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are
those which may serve in normal usage from the point of view of the relevant public to designate, either
directly or by reference to one of their essential characteristics, the goods or services in respect of which
registration is sought (Case C-383/99 P Procter & Gamble v OHIM [2001] ECR I-6251, paragraph 39).
Accordingly, a sign's descriptiveness can only be assessed by reference to the goods or services concerned and
to the way in which it is understood by a specific intended public (TRUCKCARD, cited above, paragraph
26).
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23 In the present case, the Board of Appeal found, on the basis of English-language dictionaries, that the sign
consists of, first, the prefix ultra, which means going beyond, surpassing, transcending the limits of... or
exceeding in quantity, number, scale, minuteness,... and, second, the suffix plus, which means that the product
is of superior quality; excellent of its kind. It considered that those two words are laudatory terms used to
claim the excellence of the products in question. Thus, it found that UltraPlus is descriptive for any type of
goods or services.

24 In that regard it should be noted, on the basis of those definitions and the lexical rules applying to them,
that if the term consisted of, for example, the prefix ultra and an adjective, it could indeed be held that the
adjective directly and immediately informs the consumer about a characteristic of the product and that, since
the prefix merely reinforces the characterisation thus given to the product, a sign composed in this way is
descriptive.

25 However, in the present case, the word ultra does not designate a quality, quantity or characteristic of the
ovenware which the consumer is able to understand directly. That word, as such, is only capable of
reinforcing the designation of a quality or characteristic by another word. Likewise, the word plus does not in
itself designate a quality or characteristic of the plastic ovenware concerned which the consumer is able to
understand directly and which could be reinforced by the word ultra.

26 In that regard, it is not apparent from the contested decision that the relevant public would immediately
and without further reflection make a definite and direct association between plastic ovenware and UltraPlus
(see, to that effect, Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 35).

27 When an undertaking extols, indirectly and in an abstract manner, the excellence of its products by way of
a sign such as UltraPlus, yet without directly and immediately informing the consumer of one of the qualities
or specific characteristics of the ovenware, it is a case of evocation and not designation for the purposes of
Article 7(1)(c) of Regulation No 40/94 (see, to that effect, Case T-24/00 Sunrider v OHIM (VITALITE)
[2001] ECR II-449, paragraph 24)

28 In that regard, the Office's arguments that UltraPlus designates the very good quality of the goods, and in
particular - as was alleged at the hearing - the excellence of the plastic which makes the products light and
resistant to changes in temperature, do not make it possible to characterise the sign as descriptive. Such
characteristics are neither indicated nor singled out by the sign at issue and remain, where the public might
imagine that they are alluded to, too vague and indeterminate to render that sign descriptive of the goods in
question (see, to that effect, Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK) [2001]
ECR II-1259, paragraph 31).

29 It follows from the above considerations that, in failing to relate its analysis to the goods in question and
in failing to show that UltraPlus may serve to designate those goods directly, the Board of Appeal infringed
Article 7(1)(c) of Regulation No 40/94.

30 Finally, it must be added that the fact that a sign is not descriptive does not automatically mean that it is
distinctive. That character may also be lacking if the relevant public cannot perceive in that sign an indication
of the commercial origin of the goods (see, to that effect, Opinion of Advocate General Ruiz-Jarabo Colomer
of 31 January 2002 in Case C-363/99 Koninklijke KPN Nederland, pending before the Court of Justice,
paragraph 44, and EuroHealth, cited above, paragraph 48). It is therefore necessary to consider the plea
alleging infringement of Article 7(1)(b) of Regulation No 40/94.

The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

31 According to the applicant, the underlying principle of the Community trade mark is that a sign
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is eligible for registration if it is capable of distinguishing the goods of one undertaking from those of
another.

32 In that regard, it points out that the Boards of Appeal have held that a minimum degree of distinctive
character is sufficient and that a mark can be distinctive even if it contains descriptive elements. Similarly, a
descriptive sign may be registered if it is used as a new word which is not univocal and makes no
understandable reference to specific goods or services.

33 It submits that UltraPlus has an unusual spelling since it includes a capital P. Moreover, the term is
invented and does not appear in any English dictionary. Finally, UltraPlus is not univocal and has no precise
meaning since its components have several meanings and their combination is more than ambiguous for the
consumer.

34 In accordance with the principles laid down by the Boards of Appeal, the applicant submits that the words
ultra and plus are perceived as laudatory terms only where they are used with the quality which they
emphasise. Where used together, they have no meaning and do not denote a quality or provide any
information relating to the goods in question. Accordingly, UltraPlus ovenware has no descriptive or
qualitative meaning.

35 Furthermore, according to the applicant, if the words ultra and plus combined with an adjective or a noun
can be distinctive, the juxtaposition of the two, which leaves more to the imagination, must be distinctive for
any type of goods. The applicant states that the Office confined itself to refusing the mark on the ground that
the two words are perceived as laudatory, without considering that their juxtaposition has no real meaning or
only an allusive meaning.

36 The Office observes that signs which are descriptive generally fall within the scope of both Article 7(1)(c)
and Article 7(1)(b). That overlap is obvious since a descriptive sign is not capable of distinguishing products
from different vendors.

37 In the present case, the words ultra and plus convey an idea of excellence and of the superior quality of
the goods, whatever they may be. The Office submits that two laudatory words, even when combined, do not
have any distinctive character. In its submission, UltraPlus is not distinctive for any type of goods.

38 The Office does not agree with the applicant's analysis with respect to the unusual spelling and inventive
nature of the sign at issue. It argues that the capitalisation of the letter P adds to the overall laudatory
character by distinguishing Ultra from Plus.

39 The Office accepts that signs must be assessed in a consistent and non-discriminatory manner.
Nevertheless, it asserts that the Board of Appeal's refusal to register UltraPlus is entirely consistent with its
previous decisions. In that connection, the defendant cites, by way of example, numerous decisions on signs
containing the prefix ultra or the suffix plus.

40 Finally, the Office disputes the applicant's claim that ultraplus is not customary in the household goods
sector. In that respect, it puts forward several uses of the term, particularly for plastic ovenware, in order to
demonstrate that it is used in certain countries as a descriptive or generic term for a particular type of
ovenware.

Findings of the Court

41 Under Article 7(1)(b) of Regulation No 40/94 trade marks which are devoid of any distinctive character
are not to be registered.

42 The signs devoid of any distinctive character, referred to in Article 7(1)(b) of Regulation No 40/94, are
incapable of performing the essential function of a trade mark, namely that of identifying the commercial
origin of the goods or services, thus enabling the consumer who purchased them to
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repeat the experience if it proves to be positive, or to avoid it if it proves to be negative, on the occasion of a
subsequent acquisition.

43 A sign's distinctiveness can be assessed only by reference, first, to the goods or services in respect of
which registration is sought and, second, to the relevant public's perception of that sign.

44 In the present case, the Board of Appeal concluded that UltraPlus lacked distinctiveness from its finding
that the words combined were laudatory and that there were no additional elements which might make the
term fanciful, unusual or thought-provoking. Furthermore, the Board found that, since the consumer would
perceive that term as expressing a strong claim by the manufacturer regarding the quality of its goods, he
would not see it as a distinctive sign of their origin.

45 The first point to be noted is that, in order to establish the distinctive character of a sign, it is not
necessary to find that the sign is original or fanciful (see, to that effect, Case T-135/99 Taurus-Film v OHIM
(Cine Action) [2001] ECR II-379, paragraph 31, and Case T-34/00 Eurocool Logistik v OHIM (EUROCOOL)
[2002] ECR II-683, paragraph 45).

46 As regards the relevant public, it should be observed that kitchenware, in particular plastic ovenware for
use in microwave ovens, is intended for the general public and thus for consumers whose level of attention
has no special feature such as to influence their perception of the sign. The relevant public is therefore
average consumers who are reasonably well-informed and reasonably observant and circumspect (see, to that
effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and EuroHealth, paragraph
27).

47 As regards the perception by the relevant public of the term at issue, it should be noted that both of the
words of which it is composed can be used to form comparatives and superlatives by being added to a noun
or an adjective and are thus not normally used together in the same combination. In that respect, UltraPlus
constitutes a syntactically unusual juxtaposition from a lexical point of view in both English and other
Community languages (see, to that effect, Procter & Gamble, cited above, paragraph 44). Thus, more than
signs composed of words which, because of their intrinsic meaning, may enable the consumer to imagine the
type of goods or services to which the mark relates, a sign such as UltraPlus, which is devoid of descriptive
character, as was found above, and is perceptibly different from a lexically correct construction, may be
distinctive in relation to ovenware.

48 Such a sign can be easily and instantly memorised by the relevant public and can enable it to repeat a
positive experience of purchasing ovenware inasmuch as the sign is not already commonly used, as such, for
that type of goods, which usage would prevent the consumer from distinguishing immediately and with
certainty the applicant's goods from those of other undertakings.

49 In that regard, the Office claims to have found numerous descriptive and generic uses of the term ultraplus
for plastic goods, including ovenware. Accordingly, as the Board of Appeal found, the customer would not
regard that term as a distinctive sign of origin.

50 However, having regard to the certificate of registration of a Community trade mark presented by the
applicant at the hearing, it must be stated that the alleged uses of ultraplus in Germany and in Italy as a
customary, laudatory sign unrelated to commercial origin, which the Office relied on its response, are in fact
uses of the Community trade mark UltraPlus in a figurative form, owned by the applicant, to designate its
products.

51 Furthermore, the other examples given by the Office in its response cannot be accepted as relevant since
plastic goods in general, including tools and electrical parts, do not constitute the reference sector for plastic
ovenware.

52 Moreover, it might be considered that, in view of the examples put forward at the hearing, UltraPlus
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is not used in a descriptive sense but as an equivalent of a noun designating the applicant's goods or those of
other trade mark holders, in the form of a trade mark. However, whether, in fact, the way in which the sign
is used or displayed on the goods, whether as a trade mark or in connection with a different type of usage,
might lead the consumer to regard it not as a distinctive sign of origin but as a mere commercial declaration
forms part of an analysis related to usage which cannot be taken into account in assessing eligibility for
registration (see, to that effect, TRUCKCARD, paragraph 47).

53 As to the examples given by the Office of its settled practice of refusing to register signs containing the
word ultra or the word plus, it must be stated that those signs are not composed of the words ultra and plus
together in that order. Where they are composed of the prefix ultra and a noun or an adjective, they are
generally caught by Article 7(1)(c) of Regulation No 40/94.

54 In view of the above considerations, it must be concluded that, in finding that there is nothing unusual in
the choice of the words forming the term UltraPlus and in failing to establish that the term formed in this
way is, taken as a whole, commonly used in relation to ovenware, the Board of Appeal infringed Article
7(1)(b) of Regulation No 40/94.

55 It follows from all the above that the contested decision must be annulled.
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Judgment of the Court of First Instance (Second Chamber, extended composition)
of 20 March 2002

DaimlerChrysler AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - 'TRUCKCARD - Absolute grounds for refusal - Article 7(1)(b) and (c) of
Regulation (EC) No 40/94.

Case T-358/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Objective - Need to leave a sign or indication free - Scope of the examination

(Council Regulation No 40/94, Art. 7(1)(c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Application for
registration of a sign for all services within a category - Appraisal of the descriptive character of the sign in
the light of the services as a whole

(Council Regulation No 40/94, Art. 7(1)(c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Signs devoid of any distinctive character - TRUCKCARD

(Council Regulation No 40/94, Art. 7(1)(b) and (c) and (2))

4. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Appraisal of the descriptive character of a sign - Consideration only of the categories of goods
and/or services covered by the application for registration

(Council Regulation No 40/94, Art. 7(1)(c))

1. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, which prohibits the signs and
indications therein referred to from being reserved to one undertaking alone because they have been registered
as trade marks, pursues an aim which is in the public interest, namely that descriptive signs or indications
may be freely used by all. Application of that provision does not depend on there being a real, current or
serious need to leave a sign free so that it is necessary only to consider, on the basis of a given meaning of
the sign in question, whether, from the point of view of the intended public, there is a sufficiently direct and
specific association between the sign and the categories of goods and services in respect of which registration
is sought.

(see paras 25, 28-29 )

2. Where registration of a sign as a Community mark is applied for, without any distinction being drawn, for
a category of services in its entirety and that sign is not descriptive of all the services in that category, the
ground for refusal referred to in Article 7(1)(c) of Regulation No 40/94 nevertheless applies to that sign for
the whole category concerned.

However, that is not the case where the sign in respect of which registration is sought is descriptive only of
certain services, which, in view of the size of the category within which they fall, represent only a negligible
part of that category.

(see paras 34, 37, 44 )

3. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark provides that trade marks
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which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality ...
intended purpose... of the goods or of rendering of the service, or other characteristics of the goods or service
are not to be registered. Furthermore, Article 7(2) of Regulation No 40/94 provides that paragraph 1 shall
apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

As regards, first, registration for the categories of goods listed as machine-readable data carriers equipped with
programs and/or data, in particular magnetic cards and/or chip cards and/or credit cards, the word
TRUCKCARD taken as a whole must be considered to be capable of designating both the kind and quality of
those goods. The goods actually comprise different kinds of card and the fact that they are linked to a truck
must be considered to be a quality of the goods that the intended public is liable to take into account when
making its decision and accordingly constitutes an essential characteristic. Therefore there is a sufficiently
direct and concrete association between the word TRUCKCARD and those goods, from the point of view of
the intended public.

Similarly, the word TRUCKCARD is also capable of designating the quality of the categories of service listed
as issuing of credit cards and/or magnetic cards and/or chip cards; issuing of identification cards for granting
access to and/or payment of goods and services such as services and/or guarantee services and/or bonus
systems and/or incentives and/or recycling, given that those services relate to the marketing of cards.

As regards registration of that word for services provided in relation to the leasing of motor vehicles,
arranging fuel supplies and car maintenance, arranging of telecommunication services, arranging and/or rental
of vehicles and database services, those services must be regarded as having a direct connection with the
operation and use of a truck. The fact that they can be accessed and paid for by means of a card that is
linked to a truck is thus an aspect of those services that the intended public is liable to take into account
when making its decision, so that, from the point of view of the intended public, there is a sufficiently direct
and specific association between the word TRUCKCARD and those services.

It follows that the word TRUCKCARD may, from the point of view of the intended public, serve to designate
the essential characteristics of the goods and services in the categories listed above, within the meaning of
Article 7(1)(c) of Regulation No 40/94.

Second, as regards registration for goods falling within the categories listed as stationary and transportable
data processing equipment; programs on data carriers for data and/or text and/or image processing, the word
TRUCKCARD does not appear to be capable of serving to designate any quality of those goods. Furthermore,
even if the goods might be used in a way that involves a card linked to a truck, that is not sufficient to infer
that TRUCKCARD may serve to designate the intended use of the goods in question since such use of the
goods constitutes at most one of many possible areas of use thereof, but not a technical function. Nor, finally,
can the word TRUCKCARD be said to serve to designate any other essential characteristic of these goods.

As regards registration of that word for services relating to the arranging and processing of the payment of
charges, arranging of services and guarantees, arranging of telecommunications services and rental and leasing
of data processing equipment, those services do not appear to have any immediate connection with the
operation or use of a truck. Thus, even if the fact that they can be accessed and paid for using a card is a
quality that the relevant class of persons might take into account when making a decision, the fact that the
card is linked to a truck cannot be regarded as an additional factor in that decision. Given that the
descriptiveness of a sign composed of various elements must be assessed in the light of each component and
not just one of them, the word TRUCKCARD, taken as a whole, cannot serve to designate any quality of
those services. Nor, furthermore, does that word appear to be capable of designating the intended use or any
other essential characteristic
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of the services in question.

It follows that, from the point of view of the intended public, the word TRUCKCARD cannot serve, for the
purposes of Article 7(1)(c) of Regulation No 40/94, to designate one of the essential characteristics of the
goods and services falling within the categories referred to second.

Moreover, it has not been established that the word TRUCKCARD is not distinctive of those goods and
services within the meaning of Article 7(1)(b) of Regulation No 40/94.

(see paras 33-36, 38, 40-43, 45, 48, 59 )

4. The descriptiveness of a sign within the meaning of Article 7(1)(c) of Regulation No 40/94 on the
Community trade mark must be assessed individually by reference to each of the categories of goods and/or
services listed in the application for registration. For the purposes of assessing a sign's descriptiveness in
respect of a particular category of goods or service, whether the applicant for the trade mark in question is
contemplating using or is actually using a particular marketing concept involving goods and services in other
categories in addition to the goods and services within that category is immaterial. First, whether or not there
is a marketing concept is of no consequence to the right conferred by the Community trade mark and, second,
since a marketing concept is purely a matter of choice for the undertaking concerned, it may change after a
sign has been registered as a Community trade mark and it cannot therefore have any bearing on the
assessment of the sign's registrability.

(see para. 47 )

In Case T-358/00,

DaimlerChrysler AG, established in Stuttgart (Germany), represented by S. Völker, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and D. Schennen, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 12 September 2000 (Case R 569/1999-3) relating to registration
of the word TRUCKCARD as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber, Extended Composition),

composed of: R.M. Moura Ramos, President, V. Tiili, J. Pirrung, P. Mengozzi and A.W.H. Meij, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on 24 November 2000,

having regard to the response lodged at the Registry of the Court of First Instance on 14 February 2001,

further to the hearing on 21 November 2001,

gives the following
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Judgment

Costs

62 Under Article 87(3) of the Rules of Procedure, the Court of First Instance may order that the costs be
shared if each party succeeds on some and fails on other heads. In the present case, since the application has
been granted only in respect of a limited number of goods and services, the applicant must be ordered to bear
its own costs and to pay one half of the Office's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber, Extended Composition)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 12 September 2000 (Case R 569/1999-3) as regards the following categories of
goods and services:

- stationary and transportable data processing equipment; programmes on data carriers for data and/or text
and/or image processing within Class 9;

- arranging and processing of the payment of charges, namely telephone charges; financing and sales financing
including arrangement thereof; processing of payments for services and guarantees within Class 36;

- arranging of services and guarantees within Class 37;

- arranging of telecommunications services, namely telephones, speech recording services, information services;
telecommunications services, namely telephones, speech recording services, information services within Class
38;

- rental and leasing of data processing equipment; booking and payment processing programming; providing of
food and drink; arranging and/or reserving hotel or guesthouse accommodation within Class 42;

2. As to the remainder, dismisses the action;

3. Orders the applicant to pay its own costs and one half of the defendant's costs; the defendant is to pay the
other half of its own costs.

Background to the dispute

1 On 1 April 1996 Mercedes-Benz AG filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration was sought was the word TRUCKCARD.

3 The goods and services in respect of which registration of the trade mark was sought were in Classes 9, 36,
37, 38, 39 and 42 of the Nice Agreement concerning the International Classification of Goods and Services
for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond in
each case to the following descriptions:

- Class 9: Machine-readable data carriers equipped with programs and/or data, namely vehicle data and/or
customer data and/or repair data and/or service data and/or maintenance data and/or vehicle servicing data
and/or contract data and/or security coding, in particular magnetic cards and/or chip cards and/or credit cards;
stationary and transportable data processing equipment; programs
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on data carriers for data and/or text and/or image processing;

- Class 36: Leasing of motor vehicles with and/or without trailers and processing of payment therefor; leasing
of motor vehicles with and/or without roof attachments and processing of payment therefor; leasing of
replacement vehicles and processing of payment therefor; insurance brokerage, including legal expenses
insurance; arranging and processing of the payment of charges, namely highway tolls, parking charges,
telephone charges; arranging and processing of payment for public passenger and goods transport; financing
and sales financing including arrangement thereof; processing of the payment of bills in relation to fuel
supplies; processing of payments for services and guarantees; processing of bills in relation to motor vehicles
with and/or without trailers; processing of bills in relation to replacement vehicles; issuing of credit cards
and/or magnetic cards and/or chip cards; issuing of identification cards for granting access to and/or payment
of goods and services such as services and/or guarantee services and/or bonus systems and/or incentives and/or
recycling;

- Class 37: Arranging fuel supplies; arranging of services and guarantees; car maintenance, in particular
cleaning, servicing and repair, including the replacement of all parts and accessories necessary to maintain
operating ability;

- Class 38: Arranging of telecommunications services, namely telephones, speech recording services,
information services, navigation and location, in particular vehicle location, remote diagnosis, rescue and
emergency services, repair services, technical after-sales services; telecommunications services, namely
telephones, speech recording services, information services, navigation and location, in particular vehicle
location, remote diagnosis, rescue and emergency services, repair services, technical after-sales services;

- Class 39: Arranging and/or rental of vehicles with and/or without trailers and processing of payment
therefor; arranging and/or rental of vehicles with and/or without superstructures and processing of payment
therefor; providing and/or rental of replacement vehicles and processing of payment therefor; providing and
rental of parking spaces and processing of payment therefor; arranging the transport of persons and goods;
arranging services in the field of transport logistics, namely planning passenger and goods transport systems;
vehicle towing;

- Class 42: Database services, namely collecting, processing, filing, sorting, storing, retrieving, issuing,
transmitting and updating database entries, in particular customer data, repair data, electronic maintenance
manuals, vehicle data, diagnostic data, service data, maintenance data, contract data and security coding;
arranging database services, namely customer data, repair data, electronic maintenance manuals, vehicle data,
including updating customer data, repair data, maintenance data and vehicle data; rental and/or leasing of data
processing equipment; booking and payment processing programming; providing of food and drink; arranging
and/or reserving hotel or guesthouse accommodation.

4 In January 1999, the transfer of the application to the applicant was recorded in the application file pursuant
to Articles 17 and 24 of Regulation No 40/94 and Rule 31(8) of Commission Regulation (EC) No 2868/95 of
13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1).

5 By decision of 2 July 1999 the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the word TRUCKCARD was devoid of any distinctive character and descriptive of the
goods and services in question within the meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

6 On 2 September 1999 the applicant filed an appeal against the examiner's decision at the Office under
Article 59 of Regulation No 40/94.

7 By decision of 12 September 2000 (hereinafter the contested decision), the Third Board of Appeal dismissed
the appeal on the ground that the word in question fell within Article 7(1)(b) and (c)
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of Regulation No 40/94.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

10 The applicant relies on two pleas in law, alleging infringement of Article 7(1)(c) and of Article 7(1)(b) of
Regulation No 40/94.

Infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

11 The applicant argues that, for the purposes of the absolute grounds for refusal, a mark must be assessed as
a whole and in the form applied for. In this case, however, even broken down into its two constituent parts,
the word TRUCKCARD does not, in the applicant's view, constitute a descriptive indication of the goods and
services concerned.

12 As regards the component truck, the applicant argues that whilst this is a common word in English, it can
have very different meanings both as a noun (exchange, barter, connection, dealings, market-garden produce,
junk, bogie wheel, lorry, baggage car, railway wagon) and as a verb (to exchange, pay in kind, trade, load
onto goods cars or lorries, convey in a truck).

13 Moreover truck is frequently used in the most diverse combinations as part of a trade mark, and the public
is therefore accustomed to trade marks containing this word.

14 Furthermore, it claims that the word truck is not directly descriptive of the goods or services concerned,
intimating no more than that the goods and services have some sort of connection with vehicles.

15 As regards the component card, the applicant states that whilst this, too, is a common word in English, it
is frequently used in the most diverse combinations as part of a trade mark, and that the public is therefore
accustomed to trade marks containing this word.

16 Similarly it argues that the word card is not directly descriptive of the goods or services concerned in that
it suggests no more than a flat rectangular object made of paper or plastic, but what it is for remains unclear.

17 As regards the word TRUCKCARD taken as a whole, the applicant claims that it is a neologism not found
in current dictionaries of any Community language, including English, nor does it exist as such either in
common parlance or in any technical jargon.

18 Furthermore, the applicant claims that the word TRUCKCARD does not have a clear, specific meaning but
simply suggests vague, abstract notions of a flat rectangular object made of paper, cardboard or plastic having
some sort of connection with vehicles or means of transport.

19 As regards the relationship between the word TRUCKCARD taken as a whole and the goods and services
concerned, the applicant submits that, contrary to what is stated at paragraph 23 et seq.
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of the contested decision, it does not constitute a sufficiently specific descriptive indication of the object, the
intended use or the quality of such goods or services.

20 The applicant argues that the need to maintain a sign's availability is an inherent limitation on the absolute
grounds for refusal. Accordingly, in the applicant's view, even descriptive signs are non-registrable only in so
far as their monopolisation stands in the way of the legitimate need of third parties, especially competitors, to
be able to use them freely. There is no necessity for TRUCKCARD to remain available because it does not
describe the goods or services concerned, nor is it needed to describe them. According to the applicant, it
cannot be regarded as necessary for a sign to remain available merely on the basis that the sign evokes vague
associations.

21 The applicant also argues in relation to the registration of TRUCKCARD as a trade mark that it would not
be able to prevent use of the constituent elements truck or card, whether in isolation or in other combinations,
since a mark is only protected in the form in which it is applied for.

22 Finally the applicant submits that it would accord with the practice followed by the Boards of Appeal in
their decisions for the contested word to be registered. In that connection it relies on decisions of the Boards
of Appeal accepting the following word marks for registration: NETMEETING, CareService, Schülerhilfe,
GLOBAL CARE, MEGATOURS, SAFETYTECH, STEAM TERMINAL, ProBank, FIXIT, TOP-LOK,
helpLine, HYPERLITE, Tensiontech, SAFEJAW, SURESEAL, FOILGUARD, OMNICARE, ZONEMESSAGE,
BIDWATCH, Oilgear and TELESCAN.

23 The Office disputes the applicant's arguments and claims that the goods in Class 9 directly describe the
purpose of a "truckcard" as a database. As regards the services in Classes 36 to 39 and 42, the Office
contends that they describe possible areas of use of such a "truckcard" as a database for information on
vehicles or their owners and as a non-cash means of payment. In that regard the Office argues that descriptive
character must be assessed in the context of the increasing use of credit cards, bankcards, telephone cards and
numerous similar magnetic cards that give access to services and facilitate cashless transactions. The Office
therefore does not consider the word TRUCKCARD to be vague or purely allusive but to constitute an
immediate indication of quality and intended use, albeit without any additional feature rendering it more than
just an indication.

Findings of the Court

24 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service, are not to be registered. Furthermore, Article 7(2) of Regulation No
40/94 provides that paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in
only part of the Community.

25 Article 7(1)(c) of Regulation No 40/94 prohibits the signs and indications therein referred to from being
reserved to one undertaking alone because they have been registered as trade marks. That provision therefore
pursues an aim which is in the public interest, namely that descriptive signs or indications may be freely used
by all (see, by analogy, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779,
paragraph 25).

26 In that context, the signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are those
which may serve in normal usage from the point of view of the intended public to designate, either directly or
by reference to one of their essential characteristics, the goods or services in respect of which registration is
sought (Case C-383/99 P Procter & Gamble v OHIM [2001] ECR I-6251, paragraph 39). Accordingly, a sign's
descriptiveness can only be assessed by reference to the goods or services concerned and to the way in which
it is understood by a specific intended public.
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27 In this case the Board of Appeal found at paragraph 26 of the contested decision that the goods and
services concerned are aimed at the average consumer in general, which the applicant did not deny. Average
consumers must be deemed to be reasonably well-informed and reasonably observant and circumspect (see, to
that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and Case T-359/99
DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 27). Moreover, since the sign is composed of
English words, the relevant public is English-speaking.

28 As regards the applicant's argument that third parties, and more particularly its competitors, do not need to
use the sign at issue to designate the goods and services listed in the application, it must be observed that the
Court found at paragraph 35 of the judgment in Windsurfing Chiemsee (cited above) that Article 3(1)(c) of
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of Member States relating to
trade marks (OJ 1989 L 40, p. 1), the wording of which is essentially the same as that of Article 7(1)(c) of
Regulation No 40/94, does not depend on there being a real, current or serious need to leave a sign free.

29 Accordingly, as the Office has rightly pointed out, for the purposes of Article 7(1)(c) of Regulation No
40/94 it is necessary only to consider, on the basis of a given meaning of the sign in question, whether, from
the point of view of the intended public, there is a sufficiently direct and specific association between the sign
and the categories of goods and services in respect of which registration is sought.

30 A preliminary observation is that the word TRUCKCARD is composed of a substantive noun (card) and a
qualifying noun (truck). There is therefore nothing unusual about the structure of the word. It does not diverge
from English word composition rules but rather complies with them.

31 As regards the meaning of the word Truckcard, it is clear from paragraphs 19 and 22 of the contested
decision and from the explanations given by the Office in its reply that the Office considers the word to mean
a card for or relating to a truck. In that connection the applicant's allegation that the word does not have a
clear and specific meaning is irrelevant. Taking account of the goods and services in respect of which
registration is sought, the meaning adopted by the Board of Appeal is the right one. It must be observed that,
in order to come within Article 7(1)(c) of Regulation No 40/94, it is sufficient that at least one of the possible
meanings of a word sign identifies a feature of the goods or services concerned.

32 As to how the word TRUCKCARD and the goods and services are connected, the Board of Appeal found
at paragraphs 23 and 24 of the contested decision that TRUCKCARD designates the quality and intended use
of those goods and services.

33 As regards first of all the categories of goods listed as machine-readable data carriers equipped with
programs and/or data, namely vehicle data and/or customer data and/or repair data and/or service data and/or
maintenance data and/or vehicle servicing data and/or contract data and/or security coding, in particular
magnetic cards and/or chip cards and/or credit cards within Class 9, the word TRUCKCARD taken as a whole
must be considered to be capable of designating both the kind and quality of those goods. The goods actually
comprise different kinds of card. Furthermore, the fact that they are linked to a truck must be considered to
be a quality of the goods that the intended public is liable to take into account when making its decision and
accordingly constitutes an essential characteristic. Therefore there is a sufficiently direct and concrete
association between the word TRUCKCARD and those goods, from the point of view of the intended public.

34 Similarly, the word TRUCKCARD is also capable of designating the quality of the categories of service
listed as issuing of credit cards and/or magnetic cards and/or chip cards; issuing of identification cards for
granting access to and/or payment of goods and services such as services and/or guarantee services and/or
bonus systems and/or incentives and/or recycling, within Class
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36. Those services relate to the marketing of cards. Moreover, whilst they could just as well relate to cards
that have nothing to do with trucks, so that the word TRUCKCARD is not descriptive of all the services in
those categories, it must be observed that the applicant applied for registration of TRUCKCARD in respect of
all those services together without distinction. Accordingly, the finding of the Board of Appeal to the effect
that the application for registration relates to all these categories of service together must be upheld (see, to
that effect, EuroHealth, cited above, paragraph 33).

35 Secondly, the question arises whether the word TRUCKCARD is descriptive of the following categories of
services:

- leasing of motor vehicles with and/or without trailers and processing of payment therefor; leasing of motor
vehicles with and/or without roof attachments and processing of payment therefor; leasing of replacement
vehicles and processing of payment therefor; insurance brokerage, including legal expenses insurance;
arranging and processing of the payment of charges, namely highway tolls, parking charges; arranging and
processing of payment for public passenger and goods transport; processing of the payment of bills in relation
to fuel supplies; processing of bills in relation to motor vehicles with and/or without trailers; processing of
bills in relation to replacement vehicles within Class 36,

- arranging fuel supplies; car maintenance, in particular cleaning, servicing and repair, including the
replacement of all parts and accessories necessary to maintain operating ability within Class 37,

- arranging of telecommunications services, namely navigation and location, in particular vehicle location,
remote diagnosis, rescue and emergency services, repair services, technical after-sales services;
telecommunications services, namely navigation and location, in particular vehicle location, remote diagnosis,
rescue and emergency services, repair services, technical after-sales services within Class 38,

- arranging and/or rental of vehicles with and/or without trailers and processing of payment therefor; arranging
and/or rental of vehicles with and/or without superstructures and processing of payment therefor; providing
and/or rental of replacement vehicles and processing of payment therefor; providing and rental of parking
spaces; arranging the transport of persons and goods; arranging services in the field of transport logistics,
namely planning passenger and goods transport systems; vehicle towing within Class 39,

- database services, namely collecting, processing, filing, sorting, storing, retrieving, issuing, transmitting and
updating database entries, in particular customer data, repair data, electronic maintenance manuals, vehicle
data, diagnostic data, service data, maintenance data, contract data and security coding; arranging database
services, namely customer data, repair data, electronic maintenance manuals, vehicle data, including updating
customer data, repair data, maintenance data, and vehicle data within Class 42.

36 The services in the categories listed in the preceding paragraph must be regarded as having a direct
connection with the operation and use of a truck. The fact that they can be accessed and paid for by means of
a card that is linked to a truck is thus an aspect of those services that the intended public is liable to take
into account when making its decision.

37 In addition, the categories of service listed at paragraph 35 could undoubtedly also include services
unconnected with the operation or use of a truck and/or provided in circumstances not involving the use of a
card, so that the word TRUCKCARD is not descriptive of all the services falling within those categories. In
that regard it must be observed that the applicant has requested registration of the word TRUCKCARD for all
those services without distinction. Accordingly, the finding
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of the Board of Appeal to the effect that the application for registration relates to all those categories of
services taken together must be upheld (see, to that effect, EuroHealth, cited above, paragraph 33).

38 Accordingly, from the point of view of the intended public, there is a sufficiently direct and specific
association between the word TRUCKCARD and the services in the categories listed in paragraph 35 above.

39 As regards the applicant's argument relating to findings of registrability by the Boards of Appeal in regard
to other trade marks, it is correct that the factual or legal grounds of an earlier decision may be used as
arguments in support of a plea of infringement of a provision of Regulation No 40/94. None the less the
Court finds that in this case the applicant has not advanced any grounds from decisions in other trade mark
cases capable of calling into question the findings made above. Furthermore, the Office rightly points out that
none of the trade marks to which the decisions relied on by the applicant relate has anything in common with
the word TRUCKCARD.

40 It follows that the word TRUCKCARD may, from the point of view of the intended public, serve to
designate the essential characteristics of the goods and services in the categories listed in paragraphs 33 to 35
above, within the meaning of Article 7(1)(c) of Regulation No 40/94.

41 Thirdly, the word TRUCKCARD does not appear to be capable of serving to designate any quality of
those goods falling within the categories listed as stationary and transportable data processing equipment;
programs on data carriers for data and/or text and/or image processing within Class 9. Furthermore, even if,
here again, the goods might be used in a way that involves a card linked to a truck, that is not sufficient to
infer that TRUCKCARD may serve to designate the intended use of the goods. Such use of the goods
constitutes at most one of many possible areas of use thereof, but not a technical function. Nor, finally, can
the word TRUCKCARD be said to serve to designate any other essential characteristic of these goods.

42 Fourthly, it is necessary to examine whether TRUCKCARD is descriptive in relation to the following
categories of service:

- arranging and processing of the payment of charges, namely telephone charges; financing and sales financing
including arrangement thereof; processing of payments for services and guarantees within Class 36,

- arranging of services and guarantees within Class 37,

- arranging of telecommunications services, namely telephones, speech recording services, information services;
telecommunications services, namely telephones, speech recording services, information services within Class
38,

- rental and leasing of data processing equipment; booking and payment processing programming; providing of
food and drink; arranging and/or reserving hotel or guesthouse accommodation within Class 42.

43 Those services do not appear to have any immediate connection with the operation or use of a truck. Thus,
even if the fact that they can be accessed and paid for using a card is a quality that the relevant class of
persons might take into account when making a decision, the fact that the card is linked to a truck cannot be
regarded as an additional factor in that decision. The descriptiveness of a sign composed of various elements
must be assessed in the light of each component, not just one of them. Viewed in the light of all its
components and taken as a whole, the word TRUCKCARD cannot therefore serve to designate any quality of
those services.

44 As regards more particularly the categories of services identified as processing of payments for services
and guarantees and arranging of services and guarantees, they undoubtedly could also cover services connected
with the operation and use of a truck and provided in circumstances involving
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use of a card. But, assuming that to be so, even if the word TRUCKCARD were descriptive of part of the
services in those categories, it would in any event be only a negligible part, given the range of those
categories of service. Accordingly, the case-law (cited in paragraph 37 above) cannot apply to such a situation.

45 Nor, furthermore, does the word TRUCKCARD appear to be capable of designating the intended use or
any other essential characteristic of the services within the categories referred to in paragraph 42 above.

46 In that regard the Board of Appeal held in paragraph 24 of the contested decision that the services within
Classes 38 and 42, such as telecommunications and the providing of food and drink, are clearly ancillary
compared to those which do have an immediate connection with the operation and use of a truck. In the same
vein, the Office argued in its response and at the hearing that it is apparent from the applicant's statements
that it markets or intends to market the services listed in paragraph 42 above as part of a complex system.
Within that system, which will involve use of the goods falling within the categories listed in paragraph 41
above, the card, which will be offered to purchasers of vehicles manufactured by it, will give access to a
range of services including, as well as the services listed in paragraph 42 above, those listed in paragraph 35.
The Office concludes from that that the descriptiveness of the word TRUCKCARD must be assessed, in
respect of all the categories of goods and services listed in the application for registration, by reference to the
way in which the applicant intends to market or is marketing them.

47 However, contrary to what the Office argues, the Court finds that a sign's descriptiveness must be assessed
individually by reference to each of the categories of goods and/or service listed in the application for
registration. For the purposes of assessing a sign's descriptiveness in respect of a particular category of goods
or service, whether the applicant for the trade mark in question is contemplating using or is actually using a
particular marketing concept involving goods and/or services in other categories in addition to the goods
and/or services within that category is immaterial. Whether or not there is a marketing concept is of no
consequence to the right conferred by the Community trade mark. Furthermore, since a marketing concept is
purely a matter of choice for the undertaking concerned, it may change after a sign has been registered as a
Community trade mark and it cannot therefore have any bearing on the assessment of the sign's registrability.

48 It follows that the word TRUCKCARD cannot serve, for the purposes of Article 7(1)(c) of Regulation No
40/94, to designate one of the essential characteristics of the goods and services falling within the categories
listed in paragraphs 41 and 42 above from the point of view of the intended public.

49 It follows from all of the foregoing that the allegation of infringement of Article 7(1)(c) of Regulation No
40/94 must be upheld as regards the categories of goods and services listed in paragraphs 41 and 42 above
and dismissed as regards the other categories of goods and services listed in paragraphs 33 to 35 above.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

50 The applicant claims that the words devoid of any distinctive character in Article 7(1)(b) of Regulation No
40/94 imply that any degree of distinctiveness, however slight, suffices to justify registration of a sign as a
trade mark and that one must not take too strict an approach when assessing distinctiveness.

51 The applicant claims that, as a neologism without any clear meaning, the word TRUCKCARD has a
creative aspect to it as well as a minimum degree of fantasy, giving it the minimum level
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of distinctiveness required.

52 In addition, the applicant relies on findings of registrability made by the Boards of Appeal in relation to
other trade marks (see paragraph 22 above).

53 The Office contends that since the word TRUCKCARD is composed only of descriptive indications of the
goods and services concerned, to the exclusion of any other ingredient liable to render the word as a whole
capable of distinguishing the applicant's goods from those of other undertakings, it is devoid of any distinctive
character. In that regard the Office argues that the intended consumers understand the word not as a reference
to a particular undertaking but simply as a general reference to a truck card (or a card for a truck), which has
certain properties that give access to certain services.

Findings of the Court

54 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character are not to be registered. In addition Article 7(2) of Regulation No 40/94 provides that paragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

55 Furthermore, a sign's distinctiveness can be assessed only by reference first to the goods and services in
respect of which registration is sought and secondly to the understanding which the relevant target public has
of that sign.

56 In this case, in so far as the contested decision relates to the goods and services in regard to which
TRUCKCARD has been held to be descriptive in paragraph 40 of this judgment, it must be recalled that it is
settled case-law that for a sign to be ineligible for registration as a Community trade mark, it is sufficient that
one of the absolute grounds of refusal applies (Case T-345/99 Harbinger v OHIM (TRUSTEDLINK) [2000]
ECR II-3525, paragraph 31, Case T-360/99 Community Concepts v OHIM (Investorworld) [2000] ECR
II-3545, paragraph 26, and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 28).
To that extent this plea is therefore invalid.

57 The plea must none the less be considered in so far as the contested decision relates to the categories of
goods and services listed in paragraphs 41 and 42 above.

58 According to paragraph 28 of the contested decision, the Board of Appeal considered that the word mark
in question was devoid of the minimum level of distinctiveness required since the intended public will
understand it purely as an indication of the subject-matter of the services or intended purpose of the goods.
The Board of Appeal therefore inferred, in substance, that TRUCKCARD was not distinctive because of its
descriptive character. However, the Court has held in paragraph 48, above, that as regards the categories of
goods and services listed in paragraphs 41 and 42 above registration of the sign TRUCKCARD cannot be
refused on the basis of Article 7(1)(c) of Regulation No 40/94. Consequently, the reasoning of the Board of
Appeal in relation to Article 7(1)(b) of Regulation No 40/94 must be rejected, since it is based on that error.

59 In addition it must be observed that there is nothing in the contested decision or the Office's written
documents or the explanations it provided at the hearing to demonstrate that TRUCKCARD is not distinctive
for the goods and services in the categories listed in paragraphs 41 and 42 above.

60 The plea of infringement of Article 7(1)(b) of Regulation No 40/94 must accordingly be upheld as regards
the categories of goods and services listed in paragraphs 41 and 42 above and dismissed as regards the other
categories of goods and services listed in paragraphs 33 to 35 above.

61 It follows from all of the foregoing that the action must be upheld as regards the categories of goods and
services referred to in paragraphs 41 and 42 above and dismissed as regards the rest.
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Judgment of the Court of First Instance (Second Chamber, extended composition)
of 20 March 2002

DaimlerChrysler AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - 'CARCARD' - Absolute grounds for refusal - Article 7(1)(b) and (c) of
Regulation (EC) No 40/94.

Case T-356/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Objective - Need to leave a sign or indication free - Scope of the examination

(Council Regulation No 40/94, Art. 7(1)(c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Application for
registration of a sign for all services within a category - Appraisal of the descriptive character of the sign in
the light of the services as a whole

(Council Regulation No 40/94, Art. 7(1)(c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Signs devoid of any distinctive character - CARCARD

(Council Regulation No 40/94, Art. 7(1)(b) and (c) and (2))

4. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Appraisal of the descriptive character of a sign - Consideration only of the categories of goods
and/or services covered by the application for registration

(Council Regulation No 40/94, Art. 7(1)(c))

1. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, which prohibits the signs and
indications therein referred to from being reserved to one undertaking alone because they have been registered
as trade marks, pursues an aim which is in the public interest, namely that descriptive signs or indications
may be freely used by all. Application of that provision does not depend on there being a real, current or
serious need to leave a sign free so that it is necessary only to consider, on the basis of a given meaning of
the sign in question, whether, from the point of view of the intended public, there is a sufficiently direct and
specific association between the sign and the categories of goods and services in respect of which registration
is sought.

(see paras 24, 27-28 )

2. Where registration of a sign as a Community mark is applied for, without any distinction being drawn, for
a category of services in its entirety and that sign is not descriptive of all the services in that category, the
ground for refusal referred to in Article 7(1)(c) of Regulation No 40/94 nevertheless applies to that sign for
the whole category concerned.

However, that is not the case where the sign in respect of which registration is sought is descriptive only of
certain services, which, in view of the size of the category within which they fall, represent only a negligible
part of that category.

(see paras 33, 36, 43 )

3. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark provides that trade marks
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which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality ...
intended purpose... of the goods or of rendering of the service, or other characteristics of the goods or service
are not to be registered. Furthermore, Article 7(2) of Regulation No 40/94 provides that paragraph 1 shall
apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

As regards, first, registration of the word CARCARD for the categories of goods listed as machine-readable
data carriers equipped with programs and/or data,... in particular magnetic cards and/or chip cards and/or credit
cards, the word CARCARD taken as a whole must be considered to be capable of designating both the kind
and quality of those goods. The goods actually comprise different kinds of card and the fact that they are
linked to a car must be considered to be a quality of the goods that the intended public is liable to take into
account when making its decision and accordingly constitutes an essential characteristic. Therefore there is a
sufficiently direct and concrete association between the word CARCARD and those goods, from the point of
view of the intended public.

Similarly, the word CARCARD is also capable of designating the quality of the categories of service listed as
issuing of credit cards and/or magnetic cards and/or chip cards; issuing of identification cards for granting
access to and/or payment of goods and services such as services and/or guarantee services and/or bonus
systems and/or incentives and/or recycling, given that those services relate to the marketing of cards.

As regards registration of that word for services provided in relation to the leasing of motor vehicles,
arranging fuel supplies and car maintenance, arranging of telecommunication services, arranging and/or rental
of vehicles and database services, those services must be regarded as having a direct connection with the
operation and use of a car. The fact that they can be accessed and paid for by means of a card that is linked
to a car is thus an aspect of those services that the intended public is liable to take into account when making
its decision, so that, from the point of view of the intended public, there is a sufficiently direct and specific
association between the word CARCARD and those services.

It follows that the word CARCARD may, from the point of view of the intended public, serve to designate
the essential characteristics of the goods and services in the categories listed above, within the meaning of
Article 7(1)(c) of Regulation No 40/94.

Second, as regards registration for goods falling within the categories listed as stationary and transportable
data processing equipment; programs on data carriers for data and/or text and/or image processing, the word
CARCARD does not appear to be capable of serving to designate any quality of those goods. Furthermore,
even if the goods might be used in a way that involves a card linked to a car, that is not sufficient to infer
that CARCARD may serve to designate the intended use of the goods in question since such use of the goods
constitutes at most one of many possible areas of use thereof, but not a technical function. Nor, finally, can
the word CARCARD be said to serve to designate any other essential characteristic of these goods.

As regards registration of that word for services relating to the arranging and processing of the payment of
charges, arranging of services and guarantees, arranging of telecommunications services and rental and leasing
of data processing equipment, those services do not appear to have any immediate connection with the
operation or use of a car. Thus, even if the fact that they can be accessed and paid for using a card is a
quality that the relevant class of persons might take into account when making a decision, the fact that the
card is linked to a car cannot be regarded as an additional factor in that decision. Given that the
descriptiveness of a sign composed of various elements must be assessed in the light of each component and
not just one of them, the word CARCARD, taken as a whole, cannot serve to designate any quality of those
services. Nor, furthermore, does that word appear to be capable of designating the intended use or any other
essential characteristic
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of the services in question.

It follows that, from the point of view of the intended public, the word CARCARD cannot serve, for the
purposes of Article 7(1)(c) of Regulation No 40/94, to designate one of the essential characteristics of the
goods and services falling within the categories referred to second.

Moreover, it has not been established that the word CARCARD is not distinctive of those goods and services
within the meaning of Article 7(1)(b) of Regulation No 40/94.

(see paras 32-35, 37, 39-42, 44, 47, 59 )

4. The descriptiveness of a sign within the meaning of Article 7(1)(c) of Regulation No 40/94 on the
Community trade mark must be assessed individually by reference to each of the categories of goods and/or
services listed in the application for registration. For the purposes of assessing a sign's descriptiveness in
respect of a particular category of goods or service, whether the applicant for the trade mark in question is
contemplating using or is actually using a particular marketing concept involving goods and services in other
categories in addition to the goods and services within that category is immaterial. First, whether or not there
is a marketing concept is of no consequence to the right conferred by the Community trade mark and, second,
since a marketing concept is purely a matter of choice for the undertaking concerned, it may change after a
sign has been registered as a Community trade mark and it cannot therefore have any bearing on the
assessment of the sign's registrability.

(see para. 46 )

In Case T-356/00,

DaimlerChrysler AG, established in Stuttgart (Germany), represented by S. Völker, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and D. Schennen, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 12 September 2000 (Case R 477/1999-3) relating to registration
of the word CARCARD as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber, Extended Composition),

composed of: R.M. Moura Ramos, President, V. Tiili, J. Pirrung, P. Mengozzi and A.W.H. Meij, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court on 24 November 2000,

having regard to the response lodged at the Registry of the Court on 15 February 2001,

further to the hearing on 21 November 2001,

gives the following

Judgment
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Costs

62 Under Article 87(3) of the Rules of Procedure, the Court of First Instance may order that the costs be
shared if each party succeeds on some and fails on other heads. In the present case, since the application has
been granted only in respect of a limited number of goods and services, the applicant must be ordered to bear
its own costs and to pay one half of the Office's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber, Extended Composition)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 12 September 2000 (Case R 477/1999-3) as regards the following categories of
goods and services:

- stationary and transportable data processing equipment; programmes on data carriers for data and/or text
and/or image processing within Class 9;

- arranging and processing of the payment of charges, namely telephone charges; financing and sales financing
including arrangement thereof; processing of payments for services and guarantees within Class 36;

- arranging of services and guarantees within Class 37;

- arranging of telecommunications services, namely telephones, speech recording services, information services;
telecommunications services, namely telephones, speech recording services, information services within Class
38;

- rental and leasing of data processing equipment; booking and payment processing programming; providing of
food and drink; arranging and/or reserving hotel or guesthouse accommodation within Class 42;

2. As to the remainder, dismisses the action;

3. Orders the applicant to pay its own costs and half of the defendant's costs; the defendant is to pay the
other half of its own costs.

Background to the dispute

1 On 1 April 1996 Mercedes-Benz AG filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration was sought was the word Carcard.

3 The goods and services in respect of which registration of the trade mark was sought were in Classes 9, 36,
37, 38, 39 and 42 of the Nice Agreement concerning the International Classification of Goods and Services
for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond in
each case to the following descriptions:

- class 9: Machine-readable data carriers equipped with programs and/or data, namely vehicle data and/or
customer data and/or repair data and/or service data and/or maintenance data and/or vehicle servicing data
and/or contract data and/or security coding, in particular magnetic cards and/or chip cards and/or credit cards;
stationary and transportable data processing equipment; programs on data carriers for data and/or text and/or
image processing;
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- class 36: Leasing of motor vehicles with and/or without trailers and processing of payment therefor; leasing
of motor vehicles with and/or without roof attachments and processing of payment therefor; leasing of
replacement vehicles and processing of payment therefor; insurance brokerage, including legal expenses
insurance; arranging and processing of the payment of charges, namely highway tolls, parking charges,
telephone charges; arranging and processing of payment for public passenger and goods transport; financing
and sales financing including arrangement thereof; processing of the payment of bills in relation to fuel
supplies; processing of payments for services and guarantees; processing of bills in relation to motor vehicles
with and/or without trailers; processing of bills in relation to replacement vehicles; issuing of credit cards
and/or magnetic cards and/or chip cards; issuing of identification cards for granting access to and/or payment
of goods and services such as services and/or guarantee services and/or bonus systems and/or incentives and/or
recycling;

- class 37: Arranging fuel supplies; arranging of services and guarantees; car maintenance, in particular
cleaning, servicing and repair, including the replacement of all parts and accessories necessary to maintain
operating ability;

- class 38: Arranging of telecommunications services, namely telephones, speech recording services,
information services, navigation and location, in particular vehicle location, remote diagnosis, rescue and
emergency services, repair services, technical after-sales services; telecommunications services, namely
telephones, speech recording services, information services, navigation and location, in particular vehicle
location, remote diagnosis, rescue and emergency services, repair services, technical after-sales services;

- class 39: Arranging and/or rental of vehicles with and/or without trailers and processing of payment therefor;
arranging and/or rental of vehicles with and/or without superstructures and processing of payment therefor;
providing and/or rental of replacement vehicles and processing of payment therefor; providing and rental of
parking spaces; arranging the transport of persons and goods; arranging services in the field of transport
logistics, namely planning passenger and goods transport systems; vehicle towing;

- class 42: Database services, namely collecting, processing, filing, sorting, storing, retrieving, issuing,
transmitting and updating database entries, in particular customer data, repair data, electronic maintenance
manuals, vehicle data, diagnostic data, service data, maintenance data, contract data and security coding;
arranging database services, namely customer data, repair data, electronic maintenance manuals, vehicle data,
including updating customer data, repair data, maintenance data and vehicle data; rental and/or leasing of data
processing equipment; booking and payment processing programming; providing of food and drink; arranging
and/or reserving hotel or guesthouse accommodation.

4 In January 1999, the transfer of the application to the applicant was recorded in the application file pursuant
to Articles 17 and 24 of Regulation No 40/94 and Rule 31(8) of Commission Regulation (EC) No 2868/95 of
13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1).

5 By decision of 9 June 1999 the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the word CARCARD was devoid of any distinctive character and descriptive of the goods
and services in question within the meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

6 On 6 August 1999 the applicant filed an appeal against the examiner's decision at the Office under Article
59 of Regulation No 40/94.

7 By decision of 12 September 2000 (hereinafter the contested decision), the Third Board of Appeal dismissed
the appeal on the ground that the word in question fell within Article 7(1)(b) and (c) of Regulation No 40/94.
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Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

10 The applicant relies on two pleas in law, alleging infringement of Article 7(1)(c) and of Article 7(1)(b) of
Regulation No 40/94.

Infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

11 The applicant argues that, for the purposes of the absolute grounds for refusal, a mark must be assessed as
a whole and in the form applied for. In this case, however, even broken down into its two constituent parts,
the word CARCARD does not, in the applicant's view, constitute a descriptive indication of the goods and
services concerned.

12 As regards the component car, the applicant argues that whilst this is a common word in English, it is
frequently used in the most diverse combinations as part of a trade mark, and that the public is therefore
accustomed to trade marks containing this word.

13 Furthermore, it claims that the word car is not directly descriptive of the goods or services concerned,
intimating no more than that the goods and services have some sort of connection with vehicles.

14 As regards the component card, the applicant states that whilst this, too, is a common word in English, it
is frequently used in the most diverse combinations as part of a trade mark, and that the public is therefore
accustomed to trade marks containing this word.

15 Similarly it argues that the word card is not directly descriptive of the goods or services concerned in that
it suggests no more than a flat rectangular object made of paper or plastic, but what it is for remains unclear.

16 As regards the word CARCARD taken as a whole, the applicant claims that it is a neologism not found in
current dictionaries of any Community language, including English, nor does it exist as such either in common
parlance or in any technical jargon.

17 Furthermore, the applicant claims that the word CARCARD does not have a clear, specific meaning but
simply suggests vague, abstract notions of a flat rectangular object made of paper, cardboard or plastic having
some sort of connection with vehicles or means of transport. The applicant explains in this regard that, to the
extent that the average circumspect and reasonably well-informed consumer might attribute a specific meaning
to the word, he will take it to mean a collector's card bearing a picture of a vehicle.

18 As regards the relationship between the word CARCARD taken as a whole and the goods and services
concerned, the applicant submits that, contrary to what is stated at paragraph 23 et seq. of the contested
decision, it does not constitute a sufficiently specific descriptive indication of the intended use or quality of
such goods or services.
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19 The applicant argues that the need to maintain a sign's availability is an inherent limitation on the absolute
grounds for refusal. Accordingly, in the applicant's view, even descriptive signs are non-registrable only in so
far as their monopolisation stands in the way of the legitimate need of third parties, especially competitors, to
be able to use them freely. There is no necessity for CARCARD to remain available because it does not
describe the goods or services concerned, nor is it needed to describe them. According to the applicant, it
cannot be regarded as necessary for a sign to remain available merely on the basis that the sign evokes vague
associations.

20 The applicant also argues in relation to the registration of CARCARD as a trade mark that it would not be
able to prevent use of the constituent elements car or card, whether in isolation or in other combinations,
since a mark is only protected in the form in which it is applied for.

21 Finally the applicant submits that it would accord with the practice followed by the Boards of Appeal in
their decisions for the contested word to be registered. In that connection it relies on decisions of the Boards
of Appeal accepting the following word marks for registration: NETMEETING, CareService, Schülerhilfe,
GLOBAL CARE, MEGATOURS, SAFETYTECH, STEAM TERMINAL, ProBank, FIXIT, TOP-LOK,
helpLine, HYPERLITE, Tensiontech, SAFEJAW, SURESEAL, FOILGUARD, OMNICARE, ZONEMESSAGE,
BIDWATCH, Oilgear and TELESCAN.

22 The Office disputes the applicant's arguments and claims that the goods in Class 9 directly describe the
purpose of a "carcard" as a database. As regards the services in Classes 36 to 39 and 42, the Office contends
that they describe possible areas of use of a "carcard" as a database for information on vehicles or their
owners and as a non-cash means of payment. In that regard the Office argues that descriptive character must
be assessed in the context of the increasing use of credit cards, bankcards, telephone cards and numerous
similar magnetic cards that give access to services and facilitate cashless transactions. The Office therefore
does not consider the word CARCARD to be vague or purely allusive but to constitute an immediate
indication of quality and intended use, albeit without any additional feature rendering it more than just an
indication.

Findings of the Court

23 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service are not to be registered. Furthermore, Article 7(2) of Regulation No
40/94 provides that paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in
only part of the Community.

24 Article 7(1)(c) of Regulation No 40/94 prohibits the signs and indications therein referred to from being
reserved to one undertaking alone because they have been registered as trade marks. That provision therefore
pursues an aim which is in the public interest, namely that descriptive signs or indications may be freely used
by all (see, by analogy, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779,
paragraph 25).

25 In that context, the signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are those
which may serve in normal usage from the point of view of the intended public to designate, either directly or
by reference to one of their essential characteristics, the goods or services in respect of which registration is
sought (Case C-383/99 P Procter and Gamble v OHIM [2001] ECR I-6251, paragraph 39). Accordingly, a
sign's descriptiveness can only be assessed by reference to the goods or services concerned and to the way in
which it is understood by a specific intended public.

26 In this case the Board of Appeal found at paragraph 26 of the contested decision that the goods and
services concerned are aimed at the average consumer in general, which the applicant did not
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deny. Average consumers must be deemed to be reasonably well-informed and reasonably observant and
circumspect (see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26,
and Case T- 359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 27). Moreover, since the sign
is composed of English words, the relevant public is English-speaking.

27 As regards the applicant's argument that third parties, and more particularly its competitors, do not need to
use the sign at issue to designate the goods and services listed in the application, it must be observed that the
Court found at paragraph 35 of the judgment in Windsurfing Chiemsee (cited above) that Article 3(1)(c) of
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of Member States relating to
trade marks (OJ 1989 L 40, p. 1), the wording of which is essentially the same as that of Article 7(1)(c) of
Regulation No 40/94, does not depend on there being a real, current or serious need to leave a sign free.

28 Accordingly, as the Office has rightly pointed out, for the purposes of Article 7(1)(c) of Regulation No
40/94 it is necessary only to consider, on the basis of a given meaning of the sign in question, whether, from
the point of view of the intended public, there is a sufficiently direct and specific association between the sign
and the categories of goods and services in respect of which registration is sought.

29 A preliminary observation is that the word CARCARD is composed of a substantive noun (card) and a
qualifying noun (car). There is therefore nothing unusual about the structure of the word. It does not diverge
from English word composition rules but rather complies with them.

30 As regards the meaning of the word Carcard, it is clear from paragraphs 19 and 22 of the contested
decision and from the explanations given by the Office in its reply that the Office considers the word to mean
a card for or relating to a car. In that connection the applicant's allegation that the word does not have a clear
and specific meaning is irrelevant. Taking account of the goods and services in respect of which registration is
sought, the meaning adopted by the Board of Appeal is the right one. It must be observed that, in order to
come within Article 7(1)(c) of Regulation No 40/94, it is sufficient that at least one of the possible meanings
of a word sign identifies a feature of the goods or services concerned.

31 As to how the word CARCARD and the goods and services are connected, the Board of Appeal found at
paragraphs 23 and 24 of the contested decision that CARCARD designates the quality and intended use of
those goods and services.

32 As regards first of all the categories of goods listed as machine-readable data carriers equipped with
programs and/or data, namely vehicle data and/or customer data and/or repair data and/or service data and/or
maintenance data and/or vehicle servicing data and/or contract data and/or security coding, in particular
magnetic cards and/or chip cards and/or credit cards within Class 9, the word CARCARD taken as a whole
must be considered to be capable of designating both the kind and quality of those goods. The goods actually
comprise different kinds of card. Furthermore, the fact that they are linked to a car must be considered to be
a quality of the goods that the intended public is liable to take into account when making its decision and
accordingly constitutes an essential characteristic. Therefore there is a sufficiently direct and concrete
association between the word CARCARD and those goods, from the point of view of the intended public.

33 Similarly, the word CARCARD is also capable of designating the quality of the categories of service listed
as issuing of credit cards and/or magnetic cards and/or chip cards; issuing of identification cards for granting
access to and/or payment of goods and services such as services and/or guarantee services and/or bonus
systems and/or incentives and/or recycling, within Class 36. Those services relate to the marketing of cards.
Moreover, whilst they could just as well relate to cards that have nothing to do with cars, so that the word
CARCARD is not descriptive of all
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the services in those categories, it must be observed that the applicant applied for registration of CARCARD
in respect of all those services together without distinction. Accordingly, the finding of the Board of Appeal to
the effect that the application for registration relates to all these categories of service together must be upheld
(see, to that effect, EuroHealth, cited above, paragraph 33).

34 Secondly, the question arises whether the word CARCARD is descriptive of the following categories of
services:

- leasing of motor vehicles with and/or without trailers and processing of payment therefor; leasing of motor
vehicles with and/or without roof attachments and processing of payment therefor; leasing of replacement
vehicles and processing of payment therefor; insurance brokerage, including legal expenses insurance;
arranging and processing of the payment of charges, namely highway tolls, parking charges; arranging and
processing of payment for public passenger and goods transport; processing of the payment of bills in relation
to fuel supplies; processing of bills in relation to motor vehicles with and/or without trailers; processing of
bills in relation to replacement vehicles within Class 36,

- arranging fuel supplies; car maintenance, in particular cleaning, servicing and repair, including the
replacement of all parts and accessories necessary to maintain operating ability within Class 37,

- arranging of telecommunication services, namely navigation and location, in particular vehicle location,
remote diagnosis, rescue and emergency services, repair services, technical after-sales services;
telecommunications services, namely navigation and location, in particular vehicle location, remote diagnosis,
rescue and emergency services, repair services, technical after-sales services within Class 38,

- arranging and/or rental of vehicles with and/or without trailers and processing of payment therefor; arranging
and/or rental of vehicles with and/or without superstructures and processing of payment therefor; providing
and/or rental of replacement vehicles and processing of payment therefor; providing and rental of parking
spaces; arranging the transport of persons and goods; arranging services in the field of transport logistics,
namely planning passenger and goods transport systems; vehicle towing within Class 39,

- database services, namely collecting, processing, filing, sorting, storing, retrieving, issuing, transmitting and
updating database entries, in particular customer data, repair data, electronic maintenance manuals, vehicle
data, diagnostic data, service data, maintenance data, contract data and security coding; arranging database
services, namely customer data, repair data, electronic maintenance manuals, vehicle data, including updating
customer data, repair data, maintenance data, and vehicle data within Class 42.

35 The services in the categories listed in the preceding paragraph must be regarded as having a direct
connection with the operation and use of a car. The fact that they can be accessed and paid for by means of a
card that is linked to a car is thus an aspect of those services that the intended public is liable to take into
account when making its decision.

36 In addition, the categories of service listed at paragraph 34 could undoubtedly also include services
unconnected with the operation or use of a car and/or provided in circumstances not involving the use of a
card, so that the word CARCARD is not descriptive of all the services falling within those categories. In that
regard it must be observed that the applicant has requested registration of the word CARCARD for all those
services without distinction. Accordingly, the finding of the Board of Appeal to the effect that the application
for registration relates to all those categories of services taken together must be upheld (see, to that effect,
EuroHealth, cited above, paragraph
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33).

37 Accordingly, from the point of view of the intended public, there is a sufficiently direct and specific
association between the word CARCARD and the services in the categories listed in paragraph 34, above.

38 As regards the applicant's argument relating to findings of registrability by the Boards of Appeal in regard
to other trade marks, it is correct that the factual or legal grounds of an earlier decision may be used as
arguments in support of a plea of infringement of a provision of Regulation No 40/94. None the less the
Court finds that in this case the applicant has not advanced any grounds from decisions in other trade mark
cases capable of calling into question the findings made above. Furthermore, the Office rightly points out that
none of the trade marks to which the decisions relied on by the applicant relate has anything in common with
the word Carcard.

39 It follows that the word CARCARD may, from the point of view of the intended public, serve to designate
the essential characteristics of the goods and services in the categories listed in paragraphs 32 to 34 above,
within the meaning of Article 7(1)(c) of Regulation No 40/94.

40 Thirdly, the word CARCARD does not appear to be capable of serving to designate any quality of those
goods falling within the categories listed as stationary and transportable data processing equipment; programs
on data carriers for data and/or text and/or image processing within Class 9. Furthermore, even if, here again,
the goods might be used in a way that involves a card linked to a car, that is not sufficient to infer that
CARCARD may serve to designate the intended use of the goods. Such use of the goods constitutes at most
one of many possible areas of use thereof, but not a technical function. Nor, finally, can the word CARCARD
be said to serve to designate any other essential characteristic of these goods.

41 Fourthly, it is necessary to examine whether CARCARD is descriptive in relation to the following
categories of service:

- arranging and processing of the payment of charges, namely telephone charges; financing and sales financing
including arrangement thereof; processing of payments for services and guarantees within Class 36,

- arranging of services and guarantees within Class 37,

- arranging of telecommunications services, namely telephones, speech recording services, information services;
telecommunications services, namely telephones, speech recording services, information services within Class
38,

- rental and leasing of data processing equipment; booking and payment processing programming; providing of
food and drink; arranging and/or reserving hotel or guesthouse accommodation within Class 42.

42 Those services do not appear to have any immediate connection with the operation or use of a car. Thus,
even if the fact that they can be accessed and paid for using a card is a quality that the relevant class of
persons might take into account when making a decision, the fact that the card is linked to a car cannot be
regarded as an additional factor in that decision. The descriptiveness of a sign composed of various elements
must be assessed in the light of each component, not just one of them. Viewed in the light of all its
components and taken as a whole, the word CARCARD cannot therefore serve to designate any quality of
those services.

43 As regards more particularly the categories of services identified as processing of payments for services
and guarantees and arranging of services and guarantees, they undoubtedly could also cover services connected
with the operation and use of a car and provided in circumstances involving use of a card. But, assuming that
to be so, even if the word CARCARD were descriptive of part of the services in those categories, it would in
any event be only a negligible part, given the
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range of those categories of service. Accordingly, the criterion laid down in paragraph 36 above cannot apply
to such a situation.

44 Nor, furthermore, does the word CARCARD appear to be capable of designating the intended use or any
other essential characteristic of the services within the categories referred to in paragraph 41 above.

45 In that regard the Board of Appeal held in paragraph 24 of the contested decision that the services within
Classes 38 and 42, such as telecommunications and the providing of food and drink, are clearly ancillary
compared to those which do have an immediate connection with the operation and use of a car. In the same
vein, the Office argued in its response and at the hearing that it is apparent from the applicant's statements
that it markets or intends to market the services listed in paragraph 41 above as part of a complex system.
Within that system, which will involve use of the goods falling within the categories listed in paragraph 40
above, the card, which will be offered to purchasers of vehicles manufactured by it, will give access to a
range of services including, as well as the services listed in paragraph 41 above, those listed in paragraph 34.
The Office concludes from that that the descriptiveness of the word CARCARD must be assessed, in respect
of all the categories of goods and services listed in the application for registration, by reference to the way in
which the applicant intends to market or is marketing them.

46 However, contrary to what the Office argues, the Court finds that a sign's descriptiveness must be assessed
individually by reference to each of the categories of goods or service listed in the application for registration.
For the purposes of assessing a sign's descriptiveness in respect of a particular category of goods or service,
whether the applicant for the trade mark in question is contemplating using or is actually using a particular
marketing concept involving goods and services in other categories in addition to the goods and services
within that category is immaterial. Whether or not there is a marketing concept is of no consequence to the
right conferred by the Community trade mark. Furthermore, since a marketing concept is purely a matter of
choice for the undertaking concerned, it may change after a sign has been registered as a Community trade
mark and it cannot therefore have any bearing on the assessment of the sign's registrability.

47 It follows that the word CARCARD cannot serve, for the purposes of Article 7(1)(c) of Regulation No
40/94, to designate one of the essential characteristics of the goods and services falling within the categories
listed in paragraphs 40 and 41 above from the point of view of the intended public.

48 It follows from all of the foregoing that the allegation of infringement of Article 7(1)(c) of Regulation No
40/94 must be upheld as regards the categories of goods and services listed in paragraphs 40 and 41 above
and dismissed as regards the other categories of goods and services listed in paragraphs 32 to 34 above.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

49 The applicant claims that the words devoid of any distinctive character in Article 7(1)(b) of Regulation No
40/94 imply that any degree of distinctiveness, however slight, suffices to justify registration of a sign as a
trade mark and that one must not take too strict an approach when assessing distinctiveness.

50 The applicant claims that, as a neologism without any clear meaning, the word CARCARD has a creative
aspect to it as well as a minimum degree of fantasy, giving it the minimum level of distinctiveness required.
The applicant argues in this respect that the assonance between the components car and card, which produces
the unusual and memorable phonetic repetition of the syllable car when the word is pronounced, also confers
originality and fantasy.
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51 The applicant further argues that since the word CARCARD is currently only used, if at all, to describe a
collector's card bearing a picture of a vehicle, the transposition of that word to a different context will be
regarded by the relevant persons as unusual and fanciful.

52 In addition, the applicant relies on findings of registrability made by the Boards of Appeal in relation to
other trade marks (see paragraph 21, above).

53 The Office contends that since the word CARCARD is composed only of descriptive indications of the
goods and services concerned, to the exclusion of any other ingredient liable to render the word as a whole
capable of distinguishing the applicant's goods from those of other undertakings, it is devoid of any distinctive
character. In that regard the Office argues that the intended consumers understand the word not as a reference
to a particular undertaking but simply as a general reference to a car card (or a card for a car), which has
certain properties that give access to certain services.

Findings of the Court

54 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character are not to be registered. In addition Article 7(2) of Regulation No 40/94 provides that paragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

55 Furthermore, a sign's distinctiveness can be assessed only by reference first to the goods and services in
respect of which registration is sought and secondly to the understanding which the relevant public has of that
sign.

56 In this case, in so far as the contested decision relates to the goods and services in regard to which
CARCARD has been held to be descriptive in paragraph 39 of this judgment, it must be recalled that it is
settled case-law that for a sign to be ineligible for registration as a Community trade mark, it is sufficient that
one of the absolute grounds of refusal should apply (Case T-345/99 Harbinger v OHIM (TRUSTEDLINK)
[2000] ECR II-3525, paragraph 31, Case T-360/99 Community Concepts v OHIM (Investorworld) [2000] ECR
II-3545, paragraph 26, and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 28).
To that extent this plea is therefore invalid.

57 The plea must none the less be considered in so far as the contested decision relates to the categories of
goods and services listed in paragraphs 40 and 41 above.

58 According to paragraph 28 of the contested decision, the Board of Appeal considered that the word mark
in question was devoid of the minimum level of distinctiveness required since the intended public will
understand it purely as an indication of the subject-matter of the services or intended purpose of the goods.
The Board of Appeal therefore inferred, in substance, that CARCARD was not distinctive because of its
descriptive character. However, the Court has held in paragraph 47, above, that as regards the categories of
goods and services listed in paragraphs 40 and 41 above registration of the sign CARCARD cannot be refused
on the basis of Article 7(1)(c) of Regulation No 40/94. Consequently, the reasoning of the Board of Appeal in
relation to Article 7(1)(b) of Regulation No 40/94 must be rejected, since it is based on that error.

59 In addition it must be observed that there is nothing in the contested decision or the Office's response or
the explanations it provided at the hearing to demonstrate that CARCARD is not distinctive for the goods and
services in the categories listed in paragraphs 40 and 41 above.

60 The plea of infringement of Article 7(1)(b) of Regulation No 40/94 must accordingly be upheld as regards
the categories of goods and services listed in paragraphs 40 and 41 above and dismissed as regards the other
categories of goods and services listed in paragraphs 32 to 34 above.

61 It follows from all of the foregoing that the action must be upheld as regards the categories
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of goods and services referred to in paragraphs 40 and 41 above and dismissed as regards the rest.
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Judgment of the Court of First Instance (Second Chamber, extended composition)
of 20 March 2002

DaimlerChrysler AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - 'TELE AID - Absolute grounds for refusal - Article 7(1)(b) and (c) of
Regulation (EC) No 40/94.

Case T-355/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Objective - Need to leave a sign or indication free - Scope of the examination

(Council Regulation No 40/94, Art. 7(1)(c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Application for
registration of a sign for all services within a category - Appraisal of the descriptive character of the sign in
the light of the services as a whole

(Council Regulation No 40/94, Art. 7(1)(c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Signs devoid of any distinctive character - TELE AID

(Council Regulation No 40/94, Art. 7(1)(b) and (c) and (2))

4. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - Appraisal of the descriptive character of a sign - Consideration only of the categories of goods
and/or services covered by the application for registration

(Council Regulation No 40/94, Art. 7(1)(c))

1. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, which prohibits the signs and
indications therein referred to from being reserved to one undertaking alone because they have been registered
as trade marks, pursues an aim which is in the public interest, namely that descriptive signs or indications
may be freely used by all. Application of that provision does not depend on there being a real, current or
serious need to leave a sign free so that it is necessary only to consider, on the basis of a given meaning of
the sign in question, whether, from the point of view of the intended public, there is a sufficiently direct and
specific association between the sign and the categories of goods and services in respect of which registration
is sought.

(see paras 24, 27-28 )

2. Where registration of a sign as a Community mark is applied for, without any distinction being drawn, for
a category of services in its entirety and that sign is not descriptive of all the services in that category, the
ground for refusal referred to in Article 7(1)(c) of Regulation No 40/94 nevertheless applies to that sign for
the whole category concerned.

(see para. 34 )

3. Article 7(1)(c) of Regulation No 40/94 on the Community trade mark provides that trade marks which
consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality ... intended
purpose... of the goods or of rendering of the service, or other characteristics of the goods or service are not
to be registered. Furthermore, Article 7(2) of Regulation No 40/94 provides that paragraph 1 shall apply
notwithstanding that the grounds of non-registrability obtain
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in only part of the Community.

With respect to registration of the term TELE AID for Repair services for automobiles; vehicle repair
Mobilising and coordination of accident and rescue services, Towing and rescue services and Computing
services for determining vehicle location, that term, taken as a whole, must be deemed to be capable of
designating both the kind and the quality of those services, given that they represent specific forms of aid.
The fact that the aid is provided at a distance must also be considered to be a quality of the services that the
class of persons targeted is liable to take into account when making a choice and accordingly constitutes an
essential characteristic thereof. Therefore, from the point of view of the class of persons targeted, there is a
sufficiently direct and concrete association between the term TELE AID and those services, with the result
that it is covered by the prohibition imposed by the aforementioned provisions.

With respect to registration of the term TELE AID in respect of Car emergency telephone systems, the
intended use of those goods must be considered to coincide partially with the description of that category of
goods in that it expressly refers to emergency call systems. Goods that enable emergency calls to be made
may serve to enable the services that provide assistance to be summoned from a distance. To that extent the
intended use of those goods is for remote assistance and, accordingly, there is, from the point of view of the
relevant class of persons, a sufficiently direct and concrete association between the term TELE AID and those
goods, with the result that it is covered by the prohibition in question.

However, as regards registration of that term for Electrical and electronic devices for transferring speech and
data; stationary and mobile transmission, relay and audio receivers and devices; data processing equipment and
parts therefor; navigation devices, and for the categories of service listed as: Operation of a communications
network and Collection, storage, processing and output of information, it has not been established that the
term may serve to indicate their intended purpose. Remote assistance, even if it requires or involves the use of
those goods and services, represents at most one of many possible areas of use thereof, not a technical
function, which does not suffice to conclude that there is a sufficiently direct and concrete association between
the term TELE AID and the goods and services in question from the point of view of the relevant class of
persons. Moreover, it has not been established that the term TELE AID is not distinctive, within the meaning
of Article 7(1)(b) of Regulation No 40/94, for those goods and services.

(see paras 33, 35, 39, 55 )

4. The descriptiveness of a word sign within the meaning of Article 7(1)(c) of Regulation No 40/94 on the
Community trade mark must be assessed individually by reference to each of the categories of goods and/or
services listed in the application for registration. For the purposes of assessing the descriptiveness of a word
sign in respect of a particular category of goods and/or services, whether the applicant for the trade mark in
question is contemplating using or is actually using a particular marketing concept involving goods and/or
services in other categories in addition to the goods and/or services within that category is immaterial. First,
whether or not there is a marketing concept is of no consequence to the right conferred by the Community
trade mark and, second, since a marketing concept is purely a matter of choice for the undertaking concerned,
it may change after a sign has been registered as a Community trade mark and it cannot therefore have any
bearing on the assessment of the sign's registrability.

(see para. 42 )

In Case T-355/00,

DaimlerChrysler AG, established in Stuttgart (Germany), represented by S. Völker, lawyer,
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applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and D. Schennen, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 12 September 2000 (Case R 142/2000-3) relating to registration
of TELE AID as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber, Extended Composition),

composed of: R.M. Moura Ramos, President, V. Tiili, J. Pirrung, P. Mengozzi and A.W.H. Meij, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on 24 November 2000,

having regard to the response lodged at the Registry of the Court of First Instance on 23 February 2001,

further to the hearing on 21 November 2001,

gives the following

Judgment

Costs

58 Under Article 87(3) of the Rules of Procedure, the Court of First Instance may order that the costs be
shared if each party succeeds on some and fails on other heads. In the present case, since the application has
been granted only in respect of a limited number of goods and services, the applicant must be ordered to bear
its own costs and to pay one half of the Office's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber, Extended Composition)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 12 September 2000 (Case R 142/2000-3) as regards the following categories of
goods and services:

- electrical and electronic devices for transferring speech and data; stationary and mobile transmission, relay
and audio receivers and devices; data processing equipment and parts therefor; navigation devices within Class
9;

- operation of a communications network within Class 38;

- collection, storage, processing and output of information within Class 42;

2. As to the remainder, dismisses the action;

3. Orders the applicant to pay its own costs and one half of the defendant's costs; the defendant
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is to pay the other half of its own costs.

Background to the dispute

1 On 18 February 1997 Mercedes-Benz AG filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration was sought was the term TELE AID.

3 The goods and services in respect of which registration of the trade mark was sought were in Classes 9, 12,
37, 38, 39 and 42 of the Nice Agreement concerning the International Classification of Goods and Services
for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond in
each case to the following descriptions:

Class 9: Electrical and electronic devices for transferring speech and data; stationary and mobile transmission,
relay and audio receivers and devices; data processing equipment and parts therefor; navigation devices; car
emergency telephone systems.

Class 12: Automobiles and parts therefor.

Class 37: Repair services for automobiles; vehicle repair.

Class 38: Operation of a communications network; mobilising and coordination of accident and rescue
services.

Class 39: Towing and rescue services.

Class 42: Computing services for determining vehicle location; collection, storage, processing and output of
information.

4 In January 1999, the transfer of the application to the applicant was recorded in the application file pursuant
to Articles 17 and 24 of Regulation No 40/94 and Rule 31(8) of Commission Regulation (EC) No 2868/95 of
13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1).

5 By decision of 9 December 1999 the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the word TELE AID was devoid of any distinctive character and descriptive of the
goods and services in question within the meaning of Article 7(1)(b) and (c) of Regulation No 40/94.

6 On 2 February 2000 the applicant filed an appeal against the examiner's decision at the Office under Article
59 of Regulation No 40/94.

7 By decision of 12 September 2000 (hereinafter the contested decision), the Third Board of Appeal annulled
the examiner's decision in so far as it refused the application in respect of the goods in Class 12 and
dismissed the appeal in respect of the other classes mentioned in the application on the ground that the term
in question fell within Article 7(1)(b) and (c) of Regulation No 40/94.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the action;
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- order the applicant to pay the costs.

Law

10 The applicant relies on two pleas in law, alleging infringement of Article 7(1)(c) and of Article 7(1)(b) of
Regulation No 40/94.

Infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

11 The applicant argues that, for the purposes of the absolute grounds for refusal, a mark must be assessed as
a whole and in the form applied for. In this case, however, even broken down into its two constituent parts,
the term TELE AID does not, in the applicant's view, constitute a descriptive indication of the goods and
services concerned.

12 As regards the component tele, the applicant argues that it is neither a word on its own nor an
abbreviation but two syllables used in common parlance as part of many different words. Tele does not, in the
applicant's submission, have the same meaning in all the combinations in which it is used, or even
approximately the same meaning. In that connection the applicant cites words where tele is used to denote the
concept of distance, as in telephone or telescope, those where it denotes purpose or goal (telos in Greek), such
as teleology, and those where it denotes neither, such as the name of a composer (Telemann) or an area of
Norway (Telemark).

13 Furthermore, the applicant claims, tele is frequently used in the most diverse combinations as part of a
trade mark, and the public is therefore accustomed to trade marks containing it. In that connection the
applicant cites, inter alia, the trade marks TELE-ATLAS, TELE-PAGE and TELE-CARD. It therefore claims
that tele is not directly descriptive of the goods or services concerned.

14 As regards the component aid, the applicant states that this is frequently used in the most diverse
combinations as part of a trade mark, and that the public is therefore accustomed to trade marks containing
this word. In that regard the applicant refers to the German trade marks AID and BIKEAID and the
Community trade marks MICROAID and FIRST AID.

15 Similarly, it argues that the word aid is not specifically and immediately descriptive of the goods or
services concerned in that it at most suggests merely the vague, uncertain and ambiguous notion of something
or someone helping, assisting or supporting, or being helped or assisted.

16 As regards the term TELE AID taken as a whole, the applicant claims that it is a neologism not found in
current dictionaries of any Community language, including English, nor is it used as such in either common or
technical parlance.

17 Furthermore, the applicant claims that TELE AID does not have a clear, specific meaning but simply
suggests vague, abstract notions of aid, assistance, an assistant or means of help operating or working
remotely or at a distance or aid provided in a way that enables distance to be surmounted.

18 As regards the relationship between TELE AID taken as a whole and the goods and services concerned,
the applicant submits that, contrary to what is stated at paragraph 20 et seq. of the contested decision, the
term does not constitute a sufficiently specific descriptive indication of the intended use or quality of such
goods or services.

19 The applicant argues that the need to maintain a sign's availability is an inherent limitation on the absolute
grounds for refusal. Accordingly, in the applicant's view, even descriptive signs are non-registrable only in so
far as their monopolisation stands in the way of the legitimate need of third parties, especially competitors, to
be able to use them freely. There is no necessity for the term in question to remain available because it does
not describe the goods or services
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concerned, nor is it required, or indispensable, in order to describe them. It cannot be regarded as necessary
for a sign to remain available merely on the basis that the sign evokes vague associations.

20 Finally, the applicant submits that it would accord with the practice followed by the Boards of Appeal in
their decisions for the sign to be registered. In that connection it relies on decisions of the Boards of Appeal
accepting the following word marks for registration: NETMEETING, CareService, Schülerhilfe, GLOBAL
CARE, MEGATOURS, SAFETYTECH, STEAM TERMINAL, ProBank, FIXIT, TOP-LOK, helpLine,
HYPERLITE, Tensiontech, SAFEJAW, SURESEAL, FOILGUARD, OMNICARE, ZONEMESSAGE,
BIDWATCH, Oilgear and TELESCAN.

21 The Office disputes the applicant's arguments and claims that TELE AID is descriptive of the goods and
services in question as a whole.

22 More particularly, the Office stated at the hearing that the descriptiveness of TELE AID must be assessed,
in regard to the categories of goods and services listed in the application for registration, by reference to the
marketing concept which the applicant is contemplating or has used.

Findings of the Court

23 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service are not to be registered. Furthermore, Article 7(2) of Regulation No
40/94 provides that paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in
only part of the Community.

24 Article 7(1)(c) of Regulation No 40/94 prohibits the signs and indications therein referred to from being
reserved to one undertaking alone because they have been registered as trade marks. That provision therefore
pursues an aim which is in the public interest, namely that descriptive signs or indications may be freely used
by all (see, by analogy, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779,
paragraph 25).

25 In that context, the signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are those
which may serve in normal usage from the point of view of the intended public to designate, either directly or
by reference to one of their essential characteristics, the goods or services in respect of which registration is
sought (Case C-383/99 P Procter and Gamble v OHIM [2001] ECR I-6251, paragraph 39). Accordingly, a
sign's descriptiveness can only be assessed by reference to the goods or services concerned and to the way in
which it is understood by a specific intended public.

26 In this case the Board of Appeal found at paragraph 23 of the contested decision that the goods and
services concerned are aimed at the average consumer in general, which the applicant did not deny. Average
consumers must be deemed to be reasonably well-informed and reasonably observant and circumspect (see, to
that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and Case T- 359/99
DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 27). Moreover, since the sign is composed of
English words, the relevant public is English-speaking.

27 As regards the applicant's argument that third parties, and more particularly its competitors, do not need to
use the sign at issue to designate the goods and services listed in the application, it must be observed that the
Court found at paragraph 35 of the judgment in Windsurfing Chiemsee (cited above) that Article 3(1)(c) of
Council Directive 89/104/EEC of 21 December 1988 to approximate the laws of Member States relating to
trade marks (OJ 1989 L 40, p. 1), the wording of which is essentially the same as that of Article 7(1)(c) of
Regulation No 40/94, does not depend on
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there being a real, current or serious need to leave a sign free.

28 Accordingly, as the Office has rightly pointed out, for the purposes of Article 7(1)(c) of Regulation No
40/94 it is necessary only to consider, on the basis of a given meaning of the sign in question, whether, from
the point of view of the intended public, there is a sufficiently direct and specific association between the sign
and the categories of goods and services in respect of which registration is sought.

29 A preliminary observation is that TELE AID is composed of a substantive noun (aid) and a prefix (tele).
There is therefore nothing unusual about the structure of the term. It does not diverge from English word
composition rules but rather complies with them.

30 As regards the meaning of TELE AID, it is clear from paragraph 19 of the contested decision and from
the explanations given by the Office in its reply and at the hearing that the Office considers it to mean remote
assistance. In that connection the applicant's allegation that it does not have a clear and specific meaning is
irrelevant. Taking account of the goods and services in respect of which registration is sought, the meaning
adopted by the Board of Appeal is the right one. It must be observed that, in order to come within Article
7(1)(c) of Regulation No 40/94, it is sufficient that at least one of the possible meanings of a word sign
identifies a feature of the goods or services concerned.

31 As to how the term TELE AID and the goods and services are connected, the Board of Appeal found at
paragraph 21 of the contested decision that the term designates the quality and intended use of those goods
and services.

32 First of all the question arises whether the term TELE AID is descriptive in relation to the categories of
service listed as Repair services for automobiles; vehicle repair within Class 37, Mobilising and coordination
of accident and rescue services within Class 38, Towing and rescue services within Class 39 and Computing
services for determining vehicle location within Class 42.

33 As regards the services in the categories listed at paragraph 32 above, the term TELE AID, taken as a
whole, must be deemed to be capable of designating both the kind and the quality of those services. They
represent specific forms of aid. Furthermore, the fact that the aid is provided at a distance must be considered
to be a quality of the services that the class of persons targeted is liable to take into account when making a
choice and accordingly constitutes an essential characteristic thereof. Therefore there is a sufficiently direct
and concrete association between the term TELE AID and those services, from the point of view of the class
of persons targeted.

34 Furthermore, the categories of service listed at paragraph 32 could undoubtedly also include services
provided in situations not involving any distance, so that the term TELE AID is not descriptive of all the
services falling within those categories. In that regard it must be observed that the applicant has requested
registration of the term TELE AID for all those services together without distinction. Accordingly, the finding
of the Board of Appeal to the effect that the application for registration relates to all those categories of
service taken together must be upheld (see, to that effect, EuroHealth, cited above, paragraph 33).

35 Secondly, as to the category of goods described as Car emergency telephone systems within Class 9, the
intended use of those goods must be considered to coincide partially with the description of that category in
that it expressly refers to emergency call systems. Goods that enable emergency calls to be made may serve to
enable the services that provide assistance to be summoned from a distance. To that extent the intended use of
those goods is for remote assistance. Accordingly, from the point of view of the relevant class of persons,
there is a sufficiently direct and concrete association between the term TELE AID and goods within the
category mentioned above.
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36 As regards the applicant's argument relating to findings of registrability in regard to other trade marks by
the Boards of Appeal, it is correct that the factual or legal grounds of earlier decisions of the Boards of
Appeal may be used as arguments in support of a plea of infringement of a provision of Regulation No 40/94.
None the less the Court finds that in this case the applicant has not advanced any grounds from decisions in
other trade mark cases capable of calling into question the findings made above. Furthermore, the Office
correctly points out that the trade mark TELESCAN, as the only mark with any aspect in common with the
term TELE AID, was registered for services completely different from those at issue here, namely investments
and financial services.

37 It follows that the term TELE AID may, from the point of view of the intended public, serve to designate
the essential characteristics of the goods and services in the categories listed at paragraphs 32 and 35 above,
within the meaning of Article 7(1)(c) of Regulation No 40/94.

38 Thirdly, it is necessary to consider whether TELE AID is descriptive in relation to the categories of goods
listed as: Electrical and electronic devices for transferring speech and data; stationary and mobile transmission,
relay and audio receivers and devices; data processing equipment and parts therefor; navigation devices within
Class 9, and the categories of service listed as: Operation of a communications network within Class 38 and
Collection, storage, processing and output of information in Class 42.

39 As regards more particularly the goods and services in the categories listed at paragraph 38 above, the
Office has not adequately shown that the term TELE AID may serve to indicate their intended purpose.
Remote assistance, even if it requires or involves the use of those goods and services, represents at most one
of many possible areas of use thereof, not a technical function. That does not suffice to conclude that there is
a sufficiently direct and concrete association between the term TELE AID and those goods and services from
the point of view of the relevant class of persons.

40 It is true that the Court of First Instance held at paragraph 33 of its judgment in EuroHealth that the fact
that a word is descriptive in relation to part only of the goods or services within a category listed as such in
the application for registration does not preclude that word being refused registration where the applicant does
not confine his application to the goods and services in respect of which the mark is not descriptive. But the
position in this case differs from that in EuroHealth. TELE AID is not descriptive in relation to any part of
the category of goods or services mentioned at paragraph 38 above.

41 In addition, the Office argued at the hearing that it is apparent from the applicant's statements that it
markets or intends to market the goods and services listed at paragraph 38 above as part of a system for
organising remote assistance for purchasers of vehicles manufactured by it, including, as well as those goods
and services, the goods and services listed at paragraphs 32 and 35 hereof. The Office concludes that the
descriptiveness of the term TELE AID must be assessed, in respect of all the categories of goods and services
listed in the application for registration, by reference to the way in which the applicant intends to market or is
marketing them.

42 However, contrary to what the Office argues, the Court finds that the descriptiveness of a word sign must
be assessed individually by reference to each of the categories of goods and/or services listed in the
application for registration. For the purposes of assessing the descriptiveness of a word sign in respect of a
particular category of goods and/or services, whether the applicant for the trade mark in question is
contemplating using or is actually using a particular marketing concept involving goods and/or services in
other categories in addition to the goods and/or services within that category is immaterial. Whether or not
there is a marketing concept is of no consequence to the right conferred by the Community trade mark.
Furthermore, since a marketing concept is purely a matter of choice for the undertaking concerned, it may
change after a sign has been registered
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as a Community trade mark and it cannot therefore have any bearing on the assessment of the sign's
registrability.

43 In addition it does not appear that the term TELE AID may serve to designate either the quality or any
other essential characteristic of the goods and services within the categories listed at paragraph 38 above.

44 It follows that the term TELE AID cannot serve, for the purposes of Article 7(1)(c) of Regulation No
40/94, to designate one of the essential characteristics of the goods and services falling within the categories
listed in paragraph 38 above from the point of view of the intended public.

45 It follows from all of the foregoing that the allegation of infringement of Article 7(1)(c) of Regulation No
40/94 must be upheld as regards the categories of goods and services listed in paragraph 38 above and
dismissed as regards the other categories of goods and services listed in paragraphs 32 and 35 above.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

46 The applicant claims that the words devoid of any distinctive character in Article 7(1)(b) of Regulation No
40/94 imply that any degree of distinctiveness, however slight, suffices to justify registration of a sign as a
trade mark and that one must not take too strict an approach when assessing distinctiveness.

47 The applicant claims that, as a neologism without any clear meaning, the term TELE AID has a creative
aspect to it as well as a minimum degree of fantasy, giving it the minimum level of distinctiveness required.

48 In addition, the applicant relies on findings of registrability made by the Boards of Appeal in relation to
other trade marks (see paragraph 21, above).

49 The Office contends that since TELE AID is composed only of descriptive indications of the goods and
services concerned, to the exclusion of any other ingredient liable to render the term as a whole capable of
distinguishing the applicant's goods from those of other undertakings, it is devoid of any distinctive character.
In that regard the Office argues that the intended consumers understand the term not as a reference to a
particular undertaking but simply as a general reference to the fact that they may obtain remote assistance.

Findings of the Court

50 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character are not to be registered. In addition Article 7(2) of Regulation No 40/94 provides that paragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

51 Furthermore, a sign's distinctiveness can be assessed only by reference first to the goods and services in
respect of which registration is sought and secondly to the understanding which the relevant public has of that
sign.

52 In this case, in so far as the contested decision relates to the goods and services in regard to which TELE
AID has been held to be descriptive in paragraph 37 of this judgment, it must be recalled that it is settled
case-law that for a sign to be ineligible for registration as a Community trade mark, it is sufficient that one of
the absolute grounds of refusal applies (Case T-345/99 Harbinger v OHIM (TRUSTEDLINK) [2000] ECR
II-3525, paragraph 31, Case T-360/99 Community Concepts v OHIM (Investorworld) [2000] ECR II-3545,
paragraph 26, and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 28). To that
extent this plea is therefore
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invalid.

53 The plea must none the less be considered in so far as the contested decision relates to the categories of
goods and services listed in paragraph 38 above.

54 According to paragraph 25 of the contested decision, the Board of Appeal considered that the word mark
in question was devoid of the minimum level of distinctiveness required since the intended public will
understand it purely as an indication of the subject-matter of the services or intended purpose of the goods.
The Board of Appeal therefore inferred, in substance, that TELE AID was not distinctive because of its
descriptive character. However, the Court has held in paragraph 44, above, that as regards the categories of
goods and services listed in paragraph 38 above registration of the sign TELE AID cannot be refused on the
basis of Article 7(1)(c) of Regulation No 40/94. Consequently, the reasoning of the Board of Appeal in
relation to Article 7(1)(b) of Regulation No 40/94 must be rejected, since it is based on that error.

55 In addition it must be observed that there is nothing in the contested decision or the Office's response or
the explanations it provided at the hearing to demonstrate that TELE AID is not distinctive for the goods and
services in the categories listed in paragraph 38 above.

56 The plea of infringement of Article 7(1)(b) of Regulation No 40/94 must accordingly be upheld as regards
the categories of goods and services listed in paragraph 38 above and dismissed as regards the other
categories of goods and services listed in paragraphs 32 and 35 above.

57 It follows from all of the foregoing that the action must be upheld as regards the categories of goods and
services referred to in paragraph 38 above and dismissed as regards the rest.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002.

SAT.1 SatellitenFernsehen GmbH v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - 'SAT. 2 - Absolute grounds for refusal - Article 7(1)(b) and (c) of Regulation
(EC) No 40/94 - Equal treatment.

Case T-323/00.

1. Community trade mark - Appeals procedure - Appeals before the Community judicature - Possibility for the
Court of First Instance to alter the contested decision - Limits

(Council Regulation No 40/94, Art. 63(3))

2. Community trade mark - Appeals procedure - Decision on the appeal - Obligation incumbent on the Board
of Appeal - Scope - Consequences in case of failure to fulfil

(Council Regulation No 40/94, Art. 62(1))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product or a service - Criteria in the case of a compound word mark

(Council Regulation No 40/94, Art. 7(1)(c))

4. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a service - SAT.2

(Council Regulation No 40/94, Art. 7(1)(c))

5. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal set out in Article 7(1)(b) to (e) of Regulation No 40/94 - Aim - Requirement of free availability -
Relationship with the exception provided for in Article 7(3) of the regulation

(Council Regulation No 40/94, Arts 7(1)(b) to (e) and 3))

6. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of distinctive character - Definition - Appraisal criteria

(Council Regulation No 40/94, Art. 7(1)(b))

7. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of distinctive character - Examination in the case of a compound trade mark

(Council Regulation No 40/94, Art. 7(1)(b))

8. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Descriptive character and lack of distinctive character of a sign - Relationship between the
corresponding provisions

(Council Regulation No 40/94, Art. 7(1)(b) and (c))

9. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product or a service - Appraisal of the descriptive character of a sign - Account to be taken only of the
categories of products and/or services referred to in the application for registration
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(Council Regulation No 40/94, Art. 7(1)(c))

10. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of distinctive character - SAT.2

(Council Regulation No 40/94, Art. 7(1)(b))

In Case T-323/00,

SAT.1 SatellitenFernsehen GmbH, established in Mainz (Germany), represented by R. Schneider, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl and C. Røhl Søberg, acting as Agents,

defendant,

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 2 August 2000 (Case R 312/1999-2),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court on 16 October 2000,

having regard to the response lodged at the Registry of the Court on 15 February 2001,

further to the hearing on 9 January 2002,

gives the following

Judgment

Costs

66 Under Article 87(3) of the Rules of Procedure, the Court may order that the costs be shared where each
party succeeds on some and fails on other heads. In the present case, the application has been granted only in
respect of a limited number of categories of services. On the other hand, account must be taken of the
procedural defect vitiating the contested decision. In those circumstances, the parties must be ordered to bear
their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 2 August 2000 (Case R 312/1999-2) in so far as the Board failed to rule on
the appeal before it as regards the services within Class 35;

2. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 2 August 2000 (Case R 312/1999-2) in so far as the Board
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dismissed the appeal before it as regards the following categories of services:

- Services relating to a database within Class 38;

- Production and reproduction of data, speech, text, sound and image recordings on video and/or audio
cassettes, tapes and discs (including CD-ROMs and CD-i's) and of video games (computer games);
demonstration and rental of video and/or audio cassettes, tapes and discs (including CD-ROMs and CD-i's)
and of video games (computer games); rental of television receiving apparatus and decoders; education,
providing of training, entertainment; sporting and cultural activities; conducting competitions in the fields of
training, teaching, entertainment and sports; distance learning courses; publishing books, periodicals and other
printed matter and associated electronic media (including CD-ROMs and CD-i's); conducting concert, theatre
and entertainment events and sporting competitions; production of films and videos and radio and television
programmes of a training, teaching and entertaining nature, including such production for children and young
people; production, reproduction, showing and rental of sound and image recordings on video and/or audio
cassettes, tapes and discs; theatrical performances and orchestra services within Class 41;

- Issuing, negotiating, rental and other exploitation of rights to films, television and video productions and
other image and sound programmes; copyright and industrial property rights exploitation for others;
exploitation of film and television ancillary rights in the field of merchandising; software development, in
particular in the fields of multimedia, interactive television and Pay-TV; operation of networks for the transfer
of messages, images, text, speech and data; technical consultancy in the field of multimedia, interactive
television and Pay-TV (included in class 42); computer programming, including video and computer games;
arranging and allocating of user passwords for users of various communication networks within Class 42;

3. Dismisses the remainder of the application;

4. Orders the parties to bear their own costs.

$$1. Although is true that Article 63(3) of Regulation No 40/94 on the Community trade mark provides for
the possibility that the Court may alter decisions of a Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs), that possibility is, in principle, restricted to situations in which
the case has reached a stage permitting final judgment. That is not so where the Board of Appeal has failed to
rule on the merits of an entire head of claim submitted by the applicant.

(see para. 18 )

2. According to the first sentence of Article 62(1) of Regulation No 40/94 on the Community trade mark,
[f]ollowing the examination as to the allowability of the appeal, the Board of Appeal shall decide on the
appeal. That obligation must be understood as meaning that the Board of Appeal is required to rule on each
of the heads of claim before it in full by upholding it, dismissing it as inadmissible or dismissing it in
substance. Where failure to fulfil that obligation may affect the content of the decision being challenged
before the Court, such obligation represents an essential procedural requirement breach of which may be raised
by the Court of its own motion.

(see para. 19 )

3. In order to fall within the scope of Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, a
trade mark must consist exclusively of signs or indications which may serve to designate a characteristic of
the goods or service concerned. It follows from that requirement that where a word mark consists of several
features (a compound mark) account must be taken of the relevant significance of the word mark applied for,
on the basis of all of its components, and not merely of the significance of one of them. Furthermore, account
must be taken, for the purposes of that
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appraisal, only of such characteristics of the goods or services concerned as are likely to be taken into account
by the relevant public when making its choice. Thus, if a compound word mark is to be considered to be
descriptive, it must only designate such characteristics.

(see para. 26 )

4. Under Article 7(1)(c) of Regulation 40/94 on the Community trade mark, trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the... intended purpose... of the
goods or of rendering of the service, or other characteristics of the goods or service are not to be registered.

In that regard, registration of SAT.2 in respect of certain services does not fall within the scope of the
abovementioned provision inasmuch as, assuming that its relevant meaning is second satellite channel, it may,
indeed, serve to designate a characteristic of some of the services concerned which is likely to be taken into
account by the relevant public when making its choice, namely the fact that they have to do with satellite
broadcasting, but to the extent that it does not designate such a characteristic in so far as it indicates that it
involves a second channel.

(see paras 26-27 )

5. The absolute grounds for refusal set out in Article 7(1)(b) to (e) of Regulation No 40/94 on the Community
trade mark pursue an aim which is in the public interest, which requires that the signs they refer to may be
freely used by all. Unlike other intellectual and industrial property rights, the legal protection afforded to trade
marks is not intended, in principle, to cover the result of a creative or economic effort of the proprietor of the
right but only the sign occupied by him. Accordingly, it is necessary to rule out the creation of an exclusive
right over a sign which, in order to avoid conceding an unjustified competitive advantage to a single trader,
must be freely available for use by everyone. It is only in the event that such a sign, in consequence of the
use to which it has been put, is actually perceived by the relevant public as an indication of the trade origin
of the goods or service that the economic effort made by the trade mark applicant justifies putting aside the
public-interest considerations set out above. Accordingly, in such a case, Article 7(3) of Regulation No 40/94
allows registration of such a sign, as an exception to the general rule enshrined in Article 7(1)(b) to (d).

(see para. 36 )

6. The trade marks covered by Article 7(1)(b) of Regulation No 40/94 on the Community trade mark are in
particular those which, from the point of view of the relevant public, are commonly used, in trade, for the
presentation of the goods or services concerned or in connection with which there exists, at the very least,
concrete evidence justifying the conclusion that they are capable of being used in that manner. Consequently,
the distinctive character of a trade mark can be appraised only, first, by reference to the goods or services for
which registration is sought and, secondly, by reference to the way it is perceived by the relevant public.

(see paras 36-37 )

7. When examining the absolute ground for refusal set out in Article 7(1)(b) of Regulation No 40/94 on the
Community trade mark, where what is involved is a compound trade mark, appraisal of its distinctive
character calls for it to be considered as a whole. However, that is not incompatible with an examination of
each of the trade mark's individual features in turn. A compound trade mark falls within the scope of the
abovementioned provision only if all the elements of which it consists are devoid of distinctive character in
relation to the goods or services listed in the application for a trade mark.

Conversely, the fact that a compound trade mark consists only of elements devoid of distinctive
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character generally justifies the conclusion that that trade mark, considered as a whole, is also capable of
being commonly used, in trade, for the presentation of the goods or services concerned. The conclusion would
not apply only if concrete evidence, such as, for example, the way in which the various elements were
combined, were to indicate that the compound trade mark was greater than the sum of its parts.

(see paras 39, 49, 55 )

8. A sign which is descriptive of the goods or services listed in the application for a trade mark, within the
meaning of Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, is also devoid of any
distinctive character in relation to those goods or services, within the meaning of Article 7(1)(b). That
interpretation is not incompatible with the rule to the effect that each of the two absolute grounds for refusal
in question has its own sphere of application. Thus, an individual sign which, according to the semantic rules
of the relevant language, may serve to designate the characteristics of the goods or services concerned likely
to be taken into account by the relevant public when making its choice is, thus, likely to be commonly used,
in trade, for the presentation of those goods or services and falls, therefore, within the scope of Article 7(1)(b)
of Regulation No 40/94. On the other hand, Article 7(1)(c) is only applicable where the trade mark applied
for consists exclusively of such signs or indications.

(see para. 40 )

9. A sign's descriptiveness, within the meaning of Article 7(1)(c) of Regulation No 40/94 on the Community
trade mark, must be assessed individually by reference to each of the categories of goods or services listed in
the application for a trade mark. For the purposes of assessing a sign's descriptiveness in respect of a
particular category of goods or services, whether the applicant for the trade mark in question is contemplating
using or is actually using a particular marketing concept involving goods and services in other categories in
addition to the goods and services within that category is immaterial. First, whether or not there is a
marketing concept is of no consequence to the right conferred by the Community trade mark and, secondly,
since a marketing concept is purely a matter of choice for the undertaking concerned, it may change after
registration as a Community trade mark and it cannot therefore have any bearing on the assessment of the
sign's registrability.

(see para. 45 )

10. According to Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which
are devoid of any distinctive character are not to be registered. In addition, Article 7(2) of Regulation No
40/94 states that paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only
part of the Community.

As regards an application to register SAT.2 as a trade mark in respect of the following services which come
within Classes 38, 41 and 42 of the Nice Agreement concerning the International Classification of Goods and
Services for the Purposes of the Registration of Marks:

- Class 38: Wireless or hard-wire networked broadcast of radio and television transmissions/programmes;
broadcasting of film, television, radio, video text and teletext programmes or transmissions; arranging and
allocating of user passwords for users of various communication networks; telecommunications; gathering,
delivering and transmitting messages, press reports (including using electronic means and/or by computer);
transmission of sound and images by means of satellites; broadcasting Pay TV including video on demand,
including for others on a digital platform; services relating to telecommunications and a database; providing
information to others; dissemination of information via wireless or cable networks; on-line services and
transmissions, namely transfer of information and messages including E-mail; operation of networks for the
transfer of messages, images, text, speech and data; broadcasting of teleshopping programmes;
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- Class 41: Production, reproduction, showing and rental of films, videos and other television programmes;
production and reproduction of data, speech, text, sound and image recordings on video and/or audio cassettes,
tapes and discs (including CD-ROMs and CD-i's) and of video games (computer games); demonstration and
rental of video and/or audio cassettes, tapes and discs (including CD-ROMs and CD-i's) and of video games
(computer games); rental of television receiving apparatus and decoders; education, providing of training,
entertainment; sporting and cultural activities; organisation and conducting of shows, quizzes and musical
events and conducting competitions in the entertainment and sporting field, including for recordings or being
live broadcasts on radio or television; production of television and radio advertising broadcasts including
associated prize game broadcasts; conducting competitions in the fields of training, teaching, entertainment and
sports; distance learning courses; publishing books, periodicals and other printed matter and associated
electronic media (including CD-ROMs and CD-i's); conducting concert, theatre and entertainment events and
sporting competitions; production of film, television, radio, teletext and videotext programmes or transmissions,
radio and television entertainment; production of films and videos and radio and television programmes of a
training, teaching and entertaining nature, including such production for children and young people;
production, reproduction, showing and rental of sound and image recordings on video and/or audio cassettes,
tapes and discs; theatrical performances and orchestra services; recording, transmission, storing, processing and
reproduction of sound and images; organising radio and television broadcasts/programmes; production of
teleshopping programmes;

- Class 42: Issuing, negotiating, rental and other exploitation of rights to films, television and video
productions and other image and sound programmes; copyright and industrial property rights exploitation for
others; exploitation of film and television ancillary rights in the field of merchandising; software development,
in particular in the fields of multimedia, interactive television and Pay-TV; operation of networks for the
transfer of messages, images, text, speech and data; technical consultancy in the field of multimedia,
interactive television and Pay TV (included in class 42); computer programming, including video and
computer games; arranging and allocating of user passwords for users of various communication networks,

the abovementioned trade mark is devoid of any distinctive character in relation to the categories of services
listed above, with the exception of the following categories:

- Services relating to a database within Class 38;

- Production and reproduction of data, speech, text, sound and image recordings on video and/or audio
cassettes, tapes and discs (including CD-ROMs and CD-i's) and of video games (computer games);
demonstration and rental of video and/or audio cassettes, tapes and discs (including CD-ROMs and CD-i's)
and of video games (computer games); rental of television receiving apparatus and decoders; education,
providing of training, entertainment; sporting and cultural activities; conducting competitions in the fields of
training, teaching, entertainment and sports; distance learning courses; publishing books, periodicals and other
printed matter and associated electronic media (including CD-ROMs and CD-i's); conducting concert, theatre
and entertainment events and sporting competitions; production of films and videos and radio and television
programmes of a training, teaching and entertaining nature, including such production for children and young
people; production, reproduction, showing and rental of sound and image recordings on video and/or audio
cassettes, tapes and discs; theatrical performances and orchestra services within Class 41;

- Issuing, negotiating, rental and other exploitation of rights to films, television and video productions and
other image and sound programmes; copyright and industrial property rights exploitation for others;
exploitation of film and television ancillary rights in the field of merchandising; software development, in
particular in the fields of multimedia, interactive television and Pay-TV; operation of networks for the transfer
of messages, images, text, speech and data; technical consultancy
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in the field of multimedia, interactive television and Pay-TV (included in class 42); computer programming,
including video and computer games; arranging and allocating of user passwords for users of various
communication networks within Class 42.

As regards those services, the trade mark applied for consists of a combination of elements each of which is
at the very least capable of being commonly used, in trade, for the presentation of such services.

On the other hand, the abovementioned trade mark is not devoid of distinctive character in relation to the
services referred to above as exceptions.

Thus, the sign SAT does not designate any characteristic of such services likely to be taken into account by
the relevant public when making its choice, nor is there any indication that that sign - despite the absence of
distinctive character - is capable of being commonly used, in trade, for the presentation of those services.

(see paras 48, 53-54, 56 )

11. Decisions concerning registration of a sign as a Community trade mark which the Boards of Appeal of the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) are called on to take under
Regulation No 40/94 are adopted in the exercise of circumscribed powers and are not a matter of discretion.
Accordingly, the registrability of a sign as a Community trade mark must be assessed only on the basis of the
relevant Community legislation, as interpreted by the Community judicature, and not on the basis of a
different approach taken in the past by the Boards of Appeal in their decisions.

With regard to a plea in law submitted before the Community judicature alleging that the Office infringed the
principle of non-discrimination by refusing to register a certain sign when it had previously registered a
comparable sign, there exist two hypotheses.

If, by accepting in a previous case the registrability of a sign as a Community trade mark, the Board of
Appeal correctly applied the relevant provisions of Regulation No 40/94 and in a later, similar, case it adopted
a contrary decision, the Community judicature will be required to annul the latter decision for infringement of
the relevant provisions of Regulation No 40/94. On this first hypothesis, the plea alleging breach of the
principle of non-discrimination must therefore fail. On the other hand, if, by accepting in an earlier case the
registrability of a sign as a Community trade mark, the Board of Appeal erred in law and in a later, similar,
case it adopted a contrary decision, the first decision cannot successfully be relied on to support an application
for the annulment of the later decision, since observance of the principle of equal treatment must be
reconciled with observance of the principle of legality, according to which no person may rely, in support of
his claim, on unlawful acts committed in favour of another. Thus, on this second hypothesis, the plea alleging
breach of the principle of non-discrimination must therefore also fail.

(see paras 60-61 )

Background to the dispute

1 On 15 April 1997, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark in respect of which registration was sought was SAT.2.

3 Registration of the mark was sought in respect, first, of goods which come within Classes 3,
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9, 14, 16, 18, 20, 25, 28, 29 and 30 of the Nice Agreement concerning the International Classification of
Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as revised and amended,
and, secondly, for services which come within Classes 35, 38, 41 and 42 of that agreement. Those services
correspond, for each of those classes, to the following description:

- Class 35: Advertising and marketing, information and consultancy services in the field of marketing and
advertising, statistical evaluation of market research data, market research, market analyses, distribution of
catalogues, mailing lists and goods for advertising purposes, radio, television and cinema advertising, public
relations, sales promotion, negotiating and concluding commercial transactions for others, negotiating contracts
on the purchase and sale of goods, all the aforesaid services including in connection with communication
networks; computerised file management; gathering and supplying market research data; on-line interactive
electronic research including marketing and market research with regard to information technology products
and services; recording, transmission, storage, processing and reproduction of data; recording, processing,
storage and transmission of cost data; database services, namely collecting, processing, archiving, analysing,
updating and supplying data;

- Class 38: Wireless or hard-wire networked broadcast of radio and television transmissions/programmes;
broadcasting of film, television, radio, video text and teletext programmes or transmissions; arranging and
allocating of user passwords for users of various communication networks; telecommunications; gathering,
delivering and transmitting messages, press reports (including using electronic means and/or by computer);
transmission of sound and images by means of satellites; broadcasting Pay TV including video on demand,
including for others on a digital platform; services relating to telecommunications and a database; providing
information to others; dissemination of information via wireless or cable networks; on-line services and
transmissions, namely transfer of information and messages including E-mail; operation of networks for the
transfer of messages, images, text, speech and data; broadcasting of teleshopping programmes;

- Class 41: Production, reproduction, showing and rental of films, videos and other television programmes;
production and reproduction of data, speech, text, sound and image recordings on video and/or audio cassettes,
tapes and discs (including CD-ROMs and CD-i's) and of video games (computer games); demonstration and
rental of video and/or audio cassettes, tapes and discs (including CD-ROMs and CD-i's) and of video games
(computer games); rental of television receiving apparatus and decoders; education, providing of training,
entertainment; sporting and cultural activities; organisation and conducting of shows, quizzes and musical
events and conducting competitions in the entertainment and sporting field, including for recordings or being
live broadcasts on radio or television; production of television and radio advertising broadcasts including
associated prize game broadcasts; conducting competitions in the fields of training, teaching, entertainment and
sports; distance learning courses; publishing books, periodicals and other printed matter and associated
electronic media (including CD-ROMs and CD-i's); conducting concert, theatre and entertainment events and
sporting competitions; production of film, television, radio, teletext and videotext programmes or transmissions,
radio and television entertainment; production of films and videos and radio and television programmes of a
training, teaching and entertaining nature, including such production for children and young people;
production, reproduction, showing and rental of sound and image recordings on video and/or audio cassettes,
tapes and discs; theatrical performances and orchestra services; recording, transmission, storing, processing and
reproduction of sound and images; organising radio and television broadcasts/programmes; production of
teleshopping programmes;

- Class 42: Issuing, negotiating, rental and other exploitation of rights to films, television and video
productions and other image and sound programmes; copyright and industrial property rights exploitation for
others; exploitation of film and television ancillary rights in the field of merchandising; software development,
in particular in the fields of multimedia, interactive television and Pay-TV;
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operation of networks for the transfer of messages, images, text, speech and data; technical consultancy in the
field of multimedia, interactive television and Pay TV (included in class 42); computer programming,
including video and computer games; arranging and allocating of user passwords for users of various
communication networks.

4 By letter of 11 November 1998, the examiner informed the applicant that in his opinion the absolute
grounds for refusal laid down in Article 7(1)(b) and (d) of Regulation No 40/94 precluded registration of the
mark in question so far as concerned goods within Classes 9 and 16 and services within Classes 38, 41 and
42.

5 By decision of 9 April 1999, the examiner refused the application in part under Article 38 of Regulation No
40/94. The first and third paragraphs of that decision are worded as follows: Ich beziehe mich auf Ihre
Erwiderung... auf den Amtsbescheid vom 11. November 1998. ... Aus den bereits mitgeteilten Gründen wird
dem Zeichen gemäß Artikel 7, 1b der GMV für alle beanspruchten Dienstleisungen der Markenschutz versagt,
insoweit sich diese auf Satelliten oder Satellitenfernsehen beziehen, alles im weitesten Sinne. Für die
beanspruchten Warenklassen bestehen keine Bedenken (I refer to your reply ... to the letter of 11 November
1998. For the reasons already referred to, registration of the sign as a trade mark is refused, in pursuance of
Article 7(1)(b) of Regulation No 40/94, in respect of all the services mentioned in the application, in so far as
they refer to satellites or to satellite television, in the widest sense. There is no objection as regards the goods
mentioned in the application).

6 On 7 June 1999, the applicant filed at the Office notice of appeal against the examiner's decision, under
Article 59 of Regulation No 40/94.

7 By decision of 2 August 2000 (the contested decision), the Second Board of Appeal dismissed the appeal in
so far as it concerned the services within Classes 38, 41 and 42.

8 In so far as it ruled on the appeal, the Board of Appeal held, essentially, that the sign in question fell
within Article 7(1)(b) and (c) of Regulation No 40/94.

9 The contested decision was served on the applicant on 11 August 2000. In the notice, dated 4 August 2000,
it was stated that the decision notified was a decision of the First Board of Appeal. By letter of 30 August
2000, sent to the Registry of the Boards of Appeal, the applicant pointed out that the decision of which it was
being notified was not a decision of the First Board of Appeal. By letter of 4 September 2000, the Registry
of the Boards of Appeal confirmed that there had been a mistake in the notification procedure and corrected
the notice, explaining that it should have stated that the notified decision was a decision of the Second Board
of Appeal.

Forms of order sought

10 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

11 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

Preliminary remarks

12 At the hearing, the applicant stated that its application must not be understood as meaning
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that it would raise a plea in law based on an irregularity in the procedure for notifying the contested decision.
Besides, according to settled case-law, irregularities in the procedure for notifying a decision are extraneous to
the decision and therefore cannot invalidate it (judgments of the Court of Justice in Case 48/69 ICI v
Commission [1972] ECR 619, at paragraph 39; Joined Cases T-78/96 and T-170/96 W v Commission [1998]
ECR-SC I-A-239 and II-745, paragraph 183). Even if the provisions governing notification of a decision
constitute an essential procedural requirement (see, to that effect, Case C-227/92 P Hoechst v Commission
[1999] ECR I-4443, paragraph 72), it is clear that in the present case there has been no breach of an essential
procedural requirement. The Office did in fact notify the contested decision to the applicant. So far as
concerns the clerical error in the notice, it was corrected by the Registry of the Boards of Appeal within the
procedural time-limits, so that the applicant was not prevented from defending its rights.

13 Both the Office and the applicant take the view that, by the contested decision, the Board of Appeal
dismissed the appeal brought before it also as regards the services within Class 35. At the hearing, the Office
stated that, in its view, the fact that those services were not expressly mentioned in the contested decision
amounted to a defect in its statement of reasons.

14 It must be observed, first, that it appears from paragraphs 1 and 5 of the contested decision that the Board
of Appeal considered that, by his decision of 9 April 1999, the examiner had rejected the application for a
trade mark only so far as concerned the services within Classes 38, 41 and 42 and that, therefore, only those
services were in issue before it. Next, even though in the abovementioned decision the examiner referred,
confusingly, to his letter of 11 November 1998, in which he expressed the view that absolute grounds for
refusal precluded registration of the mark in respect of the services within Classes 38, 41 and 42 only, he
none the less expressly rejected the application in respect of all the services referred to therein. Finally, the
appeal brought by the applicant before the Board of Appeal was directed against the examiner's decision as a
whole and not just part of it. Accordingly, the Board of Appeal failed to rule on the appeal before it in so far
as the appeal was directed against the examiner's decision as regards the services coming within Class 35.

15 The analysis in the preceding paragraph is not undermined by the argument put forward by the Office that
the fact that the Board of Appeal did not expressly mention in the contested decision the services coming
within Class 35 has no bearing on the scope of that decision and constitutes no more than a defect in the
statement of reasons. It must be noted that the operative part of a decision of the Board of Appeal must be
interpreted in the light of the factual and legal grounds on which it is necessarily based. Consequently, the
fact that the contested decision expressly mentions only the services coming within Classes 38, 41 and 42
makes it impossible to ascribe to it a scope beyond the dismissal of the appeal in respect only of those
services.

Legality of the contested decision in so far as the Board of Appeal failed to rule on the appeal before it

Arguments of the parties

16 The applicant submits that the trade mark applied for does not fall within the scope of Article 7(1)(b) and
(c) of Regulation No 40/94 as regards the services within Class 35.

17 The Office is of the view that the trade mark applied for must be refused registration by virtue of Article
7(1)(c) of Regulation No 40/94 as regards the services within Class 35.

Findings of the Court

18 As found in paragraphs 14 and 15 above, the Board of Appeal failed to rule on the applicant's claims with
regard to the services within Class 35. In those circumstances, if the Court determines
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the merits of whether the trade mark applied for falls within the scope of Article 7(1)(b) and/or (c) of
Regulation No 40/94 in respect of those services, it will be altering the contested decision. It is true that
Article 63(3) of Regulation No 40/94 provides for the possibility of altering decisions. However, that
possibility is, in principle, restricted to situations in which the case has reached a stage permitting final
judgment. That is not so where the Board of Appeal has failed to rule on the merits of an entire head of
claim, as here. It is therefore not appropriate to alter the contested decision in this instance.

19 However, it must be borne in mind that, according to the first sentence of Article 62(1) of Regulation No
40/94, [f]ollowing the examination as to the allowability of the appeal, the Board of Appeal shall decide on
the appeal. That obligation must be understood as meaning that the Board of Appeal is required to rule on
each of the heads of claim before it in full, by upholding it, dismissing it as inadmissible or dismissing it in
substance. Next, it must be noted that failure to fulfil that obligation may affect the content of the decision of
the Board of Appeal and that the obligation therefore represents an essential procedural requirement breach of
which may be raised by the Court of its own motion.

20 In the present case, the Board of Appeal, by failing to rule on the applicant's claims with regard to the
services within Class 35, failed to fulfil its obligation under the first sentence of Article 62(1) of Regulation
No 40/94.

21 Accordingly, the contested decision must be annulled in so far as the Board of Appeal failed to rule on the
applicant's claims with regard to the services within Class 35.

Legality of the contested decision in so far as the Board of Appeal did rule on the appeal brought before it

22 The applicant puts forward three pleas in law, alleging infringement of Article 7(1)(c) and of Article
7(1)(b) of Regulation No 40/94 and breach of the principle of equal treatment.

The plea alleging infringement of Article 7(1)(c) of Regulation No 40/94

- Arguments of the parties

23 The applicant and the Office are of the view that the trade mark applied for does not fall within the scope
of Article 7(1)(c) of Regulation No 40/94.

- Findings of the Court

24 Under Article 7(1)(c) of Regulation 40/94, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered. Moreover, Article 7(2) of Regulation No 40/94 provides that
paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

25 Although the contested decision is formally based on Article 7(1)(c) of Regulation No 40/94, it contains no
specific indication that the trade mark applied for falls within the scope of that provision. Moreover, the
Office stated expressly in the reply and at the hearing that in its view that was not the case.

26 Furthermore, in order to fall within the scope of Article 7(1)(c) of Regulation No 40/94 a trade mark must
consist exclusively of signs or indications which may serve to designate a characteristic of the goods or
service concerned. That means that where a word mark consists of several features (a compound mark)
account must be taken of the relevant significance of the word mark applied for, on the basis of all of its
components, and not merely of the significance of one of them. Furthermore,
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account must be taken, for the purposes of that appraisal, only of such characteristics of the goods or services
concerned as are likely to be taken into account by the relevant public when making its choice. Thus, if a
compound word mark is to be considered to be descriptive, it must only designate such characteristics.

27 However, in the present case, assuming that the relevant meaning of SAT.2 is second satellite channel, it
may, indeed, serve to designate a characteristic of some of the services concerned which is likely to be taken
into account by the relevant public when making its choice, namely the fact that they have to do with satellite
broadcasting. On the other hand, it does not designate such a characteristic in so far as it indicates that it
involves a second channel. Even if it is considered that that indication conveys the information that what is
involved is the second of two channels belonging to a single television undertaking, that information does not
relate to any specific characteristic of the services concerned which might be taken into account by the
relevant public when making its choice. Therefore, the word mark SAT.2, considered as a whole, does not
merely designate such characteristics.

28 In those circumstances, the plea alleging infringement of Article 7(1)(c) of Regulation No 40/94 must be
upheld.

The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

- Arguments of the parties

29 The applicant submits that since the sign constitutes a designation typical of a television channel, it
produces the same effect as a proper name and, thus, is not devoid of any distinctive character.

30 Furthermore, since SAT.2 is neither descriptive nor an expression which is customary in any of the
Community languages, there is nothing to suggest that the circles concerned would deny that, used as a trade
mark, it has the specific function of indicating the trade origin of the services concerned.

31 Finally, the applicant claims that it has an element of creativity and imaginativeness which makes it able to
serve, among the circles concerned, as an indication of origin.

32 The Office contends that SAT by itself, which is descriptive of the services concerned, is devoid of
distinctive character in relation to those services.

33 Moreover, the addition of the number 2 does not introduce anything capable of conferring on the sign in
question, read as a whole, a distinctive character. It takes the view that the addition of a number is altogether
commonplace in the media-related services sector.

- Findings of the Court

34 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character are not to be registered. In addition, Article 7(2) of Regulation No 40/94 states that paragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

35 Article 7(1)(b) makes it clear that a minimum degree of distinctive character suffices for the absolute
ground for refusal set out in that article not to apply. It is therefore necessary to ascertain whether the mark
applied for will enable the members of the relevant public to distinguish the goods or services designated by
it from those having a different trade origin when that section of the public comes to select those goods or
services for purchase.

36 According to settled case-law, the absolute grounds for refusal set out in Article 7(1)(b) to (e) of
Regulation No 40/94 pursue an aim which is in the public interest, which requires that the
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signs they refer to may be freely used by all (Case T-118/00 Procter & Gamble v OHIM (Square tablet, white
with green speckles and pale green) [2001] ECR I-2731, paragraph 73, and, as regards the ground of refusal
relating to the descriptive nature of the sign, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). Unlike other intellectual and industrial property rights, the legal protection
afforded to trade marks is not intended, in principle, to cover the result of a creative or economic effort of the
proprietor of the right but only the sign occupied by him. Accordingly, it is necessary to rule out the creation
of an exclusive right over a sign which, in order to avoid conceding an unjustified competitive advantage to a
single trader, must be freely available for use by everyone. It is only in the event that such a sign, in
consequence of the use to which it has been put, is actually perceived by the relevant public as an indication
of the trade origin of the goods or service that the economic effort made by the trade mark applicant justifies
putting aside the public-interest considerations set out above. Accordingly, in such a case, Article 7(3) of
Regulation No 40/94 allows registration of such a sign, as an exception to the general rule enshrined in
Article 7(1)(b) to (d).

37 From that point of view, the trade marks covered by Article 7(1)(b) of Regulation No 40/94 are in
particular those which, from the point of view of the relevant public, are commonly used, in trade, for the
presentation of the goods or services concerned or in connection with which there exists, at the very least,
concrete evidence justifying the conclusion that they are capable of being used in that manner. Consequently,
the distinctive character of a trade mark can be appraised only, first, by reference to the goods or services for
which registration is sought and, secondly, by reference to the way it is perceived by the relevant public.

38 In the present case, the services concerned, with the exception of those falling within Class 42, are
intended for general consumption. Accordingly, the relevant section of the public consists, essentially, of the
average consumer, who is deemed to be reasonably well-informed and reasonably observant and circumspect
(see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and Case
T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 27). On the other hand, as regards
services falling within Class 42, the relevant public must be held to consist essentially of professionals in the
film and media industries.

39 Since what is involved is a compound trade mark, appraisal of its distinctive character calls for it to be
considered as a whole. However, that is not incompatible with an examination of each of the trade mark's
individual features in turn (Procter & Gamble v OHIM, cited above, paragraph 54).

40 Generally, too, a sign which is descriptive of the goods or services listed in the application for a trade
mark is also devoid of any distinctive character in relation to those goods or services. That interpretation is
not incompatible with the case-law of the Court of First Instance to the effect that each of the two absolute
grounds for refusal laid down in Article 7(1)(b) and (c) of Regulation No 40/94 has its own sphere of
application (DKV v OHIM, cited above, paragraph 48). An individual sign which, according to the semantic
rules of the relevant language, may serve to designate the characteristics of the goods or services concerned
likely to be taken into account by the relevant public when making its choice is, thus, likely to be commonly
used, in trade, for the presentation of those goods or services and falls, therefore, within the scope of Article
7(1)(b) of Regulation No 40/94. On the other hand, Article 7(1)(c) is only applicable where the trade mark
applied for consists exclusively of such signs or indications.

41 In the present case, so far as concerns, first, the element SAT, the Board of Appeal, at paragraph 17 of the
contested decision, and the Office, in its reply and in the explanations it provided at the hearing, proved to
the requisite legal standard that it is the usual abbreviation, in German and in English, for the word satellite.
Moreover, as an abbreviation, that element does not depart
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from the lexical rules of those languages. Furthermore, it designates a characteristic of most of the services
concerned which is likely to be taken into account by the relevant public when making its choice, namely the
fact that they have to do with broadcasting via satellite. Accordingly, it must be held that the element SAT is
devoid of any distinctive character in relation to those services.

42 However, that finding does not apply to the following categories of services:

- Services relating to a database within Class 38;

- Production and reproduction of data, speech, text, sound and image recordings on video and/or audio
cassettes, tapes and discs (including CD-ROMs and CD-i's) and of video games (computer games);
demonstration and rental of video and/or audio cassettes, tapes and discs (including CD-ROMs and CD-i's)
and of video games (computer games); rental of television receiving apparatus and decoders; education,
providing of training, entertainment; sporting and cultural activities; conducting competitions in the fields of
training, teaching, entertainment and sports; distance learning courses; publishing books, periodicals and other
printed matter and associated electronic media (including CD-ROMs and CD-i's); conducting concert, theatre
and entertainment events and sporting competitions; production of films and videos and radio and television
programmes of a training, teaching and entertaining nature, including such production for children and young
people; production, reproduction, showing and rental of sound and image recordings on video and/or audio
cassettes, tapes and discs; theatrical performances and orchestra services within Class 41;

- Issuing, negotiating, rental and other exploitation of rights to films, television and video productions and
other image and sound programmes; copyright and industrial property rights exploitation for others;
exploitation of film and television ancillary rights in the field of merchandising; software development, in
particular in the fields of multimedia, interactive television and Pay-TV; operation of networks for the transfer
of messages, images, text, speech and data; technical consultancy in the field of multimedia, interactive
television and Pay-TV (included in class 42); computer programming, including video and computer games;
arranging and allocating of user passwords for users of various communication networks within Class 42.

43 In relation to the services referred to in the preceding paragraph, which have no immediate connection with
the broadcasting of programmes, the element SAT designates no characteristic likely to be taken into account
by the relevant public when making its choice.

44 In that connection, it cannot be claimed that the applicant markets or intends to market the services
mentioned in paragraph 42 above as part of a marketing concept including, in addition to the latter services,
all the other services listed in the application for a trade mark and that the descriptive character of the sign
SAT must be assessed, in respect of all the categories of services in the application for a trade mark, by
reference to such marketing concept.

45 A sign's descriptiveness must be assessed individually by reference to each of the categories of goods or
services listed in the application for a trade mark. For the purposes of assessing a sign's descriptiveness in
respect of a particular category of goods or services, whether the applicant for the trade mark in question is
contemplating using or is actually using a particular marketing concept involving goods and services in other
categories in addition to the goods and services within that category is immaterial. Whether or not there is a
marketing concept is of no consequence to the right conferred by the Community trade mark. Furthermore,
since a marketing concept is purely a matter of choice for the undertaking concerned, it may change after
registration as a Community trade mark and it cannot therefore have any bearing on the assessment of the
sign's registrability.

46 Next, as regards the element 2, the Office stated, in reply to a question put by the Court and without
being contradicted in that respect by the applicant, that numbers in general and the
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number 2 in particular are commonly used, in trade, for the presentation of the services concerned. That
element is therefore devoid of distinctive character as regards at least services other than those referred to in
paragraph 42 above.

47 Finally, as for the element., the fact that that sign is commonly used, in trade, for the presentation of all
sorts of goods and services indicates that it is capable of being used in that manner also for the services at
issue in the present case.

48 It follows that the trade mark applied for consists of a combination of elements each of which, being at
the very least capable of being commonly used, in trade, for the presentation of the services concerned other
than those mentioned in paragraph 42 above, is devoid of any distinctive character in relation to the latter.

49 Moreover, the fact that a compound trade mark consists only of elements devoid of distinctive character
generally justifies the conclusion that that trade mark, considered as a whole, is also capable of being
commonly used, in trade, for the presentation of the goods or services concerned. The conclusion would not
apply only if concrete evidence, such as, for example, the way in which the various elements were combined,
were to indicate that the compound trade mark was greater than the sum of its parts.

50 In the present case, there does not appear to be such evidence. Indeed, the structure of the trade mark
applied for, essentially an acronym followed by a number, is a customary way of combining the various
elements of a compound word mark. In that context, the applicant's argument that the trade mark applied for,
considered as a whole, has an element of imaginativeness, is irrelevant.

51 It must therefore be held that the trade mark applied for, considered as a whole, is capable of being
commonly used, in trade, for the presentation of the services concerned other than those mentioned in
paragraph 42 above.

52 The applicant's argument that the trade mark applied for, since it constitutes a typical designation for a
television channel, produces the same effect as a proper name does not alter the conclusion set out in the
preceding paragraph; on the contrary, it confirms it. Accordingly, that trade mark can be registered only if it
can be shown that, in consequence of its use, it is indeed perceived by the relevant public as a proper name,
that is, as the indication of the trade origin of the services concerned. However, it must be stated that the
applicant has not, at any time during proceedings before the Office, sought to rely on Article 7(3) of
Regulation No 40/94.

53 Accordingly, it must be held that the trade mark applied for is devoid of any distinctive character in
relation to the categories of services listed in the application for a trade mark other than those mentioned in
paragraph 42 above.

54 On the other hand, as regards the services falling within the categories mentioned in paragraph 42 above, it
has been found, in paragraph 43 above, that the sign SAT does not designate any characteristic likely to be
taken into account by the relevant public when making its choice. Moreover, the case-file contains no
indication that that sign is commonly used, in trade, for the presentation of those services, nor that there exists
evidence on the basis of which it might be concluded that - despite the absence of distinctive character - it is
capable of being used in that way. Thus, it must be held that the sign SAT is not devoid of distinctive
character in relation to those services.

55 In that context, it must be observed, as a general point, that a compound trade mark falls within the scope
of Article 7(1)(b) of Regulation No 40/94 only if all the elements of which it consists are devoid of
distinctive character in relation to the goods or services listed in the application for a trade mark.

56 Accordingly, it must be held that the trade mark applied for is not devoid of distinctive character
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in relation to the categories mentioned in paragraph 42 above.

57 It follows that the plea alleging infringement of Article 7(1)(b) of Regulation No 40/94 must be upheld so
far as concerns the categories of services mentioned in paragraph 42 above and dismissed so far as concerns
the other categories of services listed in the application for a trade mark.

The plea alleging breach of the principle of equal treatment

- Arguments of the parties

58 The applicant claims that in refusing to register the trade mark applied for the Office has departed from its
own previous decisions with regard to trade marks consisting of numbers and letters. In that connection, it
refers to the documents which it submitted in the course of the administrative procedure before the examiner
and before the Board of Appeal.

59 The Office contends that, among the 49 trade marks cited in the documents which the applicant submitted
in the course of the administrative procedure, only the trade marks GERMANSAT and NET.SAT cover
services provided via satellite. According to the Office, those two trade marks are not comparable to the trade
mark at issue in the present case in that they do not consist of an acronym and a number.

- Findings of the Court

60 It must be observed, in the first place, that decisions concerning registration of a sign as a Community
trade mark which the Boards of Appeal are called on to take under Regulation No 40/94 are adopted in the
exercise of circumscribed powers and are not a matter of discretion. Accordingly, the registrability of a sign
as a Community trade mark must be assessed only on the basis of the relevant Community legislation, as
interpreted by the Community judicature, and not on the basis of a different approach taken in the past by the
Boards of Appeal in their decisions.

61 Two hypotheses therefore exist. If, by accepting in a previous case the registrability of a sign as a
Community trade mark, the Board of Appeal correctly applied the relevant provisions of Regulation No 40/94
and in a later, similar, case it adopted a contrary decision, the Community judicature will be required to annul
the latter decision for infringement of the relevant provisions of Regulation No 40/94. On this first hypothesis,
the plea alleging breach of the principle of non-discrimination must therefore fail. On the other hand, if, by
accepting in an earlier case the registrability of a sign as a Community trade mark, the Board of Appeal erred
in law and in a later, similar, case it adopted a contrary decision, the first decision cannot successfully be
relied on to support an application for the annulment of the later decision. It is clear from the case-law of the
Court of Justice that observance of the principle of equal treatment must be reconciled with observance of the
principle of legality, according to which no person may rely, in support of his claim, on unlawful acts
committed in favour of another (see, to that effect, Case 188/83 Witte v Parliament [1984] ECR 3465,
paragraph 15, and Case 134/84 Williams v Court of Auditors [1985] ECR 2225, paragraph 14). On this
second hypothesis, the plea alleging breach of the principle of non-discrimination must therefore also fail.

62 It follows that the plea alleging breach of the principle of non-discrimination must fail.

63 Furthermore, whilst factual or legal grounds in an earlier decision may provide arguments to support a plea
alleging infringement of a provision of Regulation No 40/94, it is clear that in this case, with the exception of
the decision on the GERMANSAT trade mark, the applicant has relied solely on decisions where no reasons
were provided. With regard to the GERMANSAT decision, the applicant has not claimed that it contains
grounds such as to call in question the assessment made above in relation to the pleas alleging infringement
of Article 7(1)(c) and (b) of Regulation No 40/94. Moreover, the trade marks which are the subject of the
decisions on which the applicant

© An extract from a JUSTIS database



62000A0323 European Court reports 2002 Page II-02839 17

relies were registered for goods or services other than those which are in issue in the present case. As the
Office rightly pointed out in its reply, since the trade marks GERMANSAT and NET SAT EXPRESS cover
services provided via satellite, they are not comparable to the trade mark applied for in the present case in
that they do not consist of an abbreviation and a number.

64 It follows that the contested decision must be annulled in so far as the Board of Appeal dismissed the
appeal before it as regards the categories of services mentioned in paragraph 42 above.

65 It follows from all the foregoing that the contested decision must be annulled in so far as the Board of
Appeal failed to rule on the appeal before it as regards the services within Class 35 and in so far as it
dismissed the appeal before it as regards the categories of services mentioned in paragraph 42 above. The
remainder of the action must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)September 2002.

Viking-Umwelttechnik GmbH v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Colours (green and grey) - Absolute ground for refusal - Distinctive
character - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-316/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Signs capable of
constituting a trade mark - Colours or colour combinations - Condition - Distinctive character

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Signs consisting of colours or colour combinations -
Distinctive character - Assessment criteria

(Council Regulation No 40/94, Art. 7(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Juxtaposition of two colours represented by a green
rectangle above a grey rectangle

(Council Regulation No 40/94, Art. 7(1)(b))

$$1. Colours or colour combinations per se are capable of constituting Community trade marks for the
purposes of Regulation No 40/94 in so far as they are capable of distinguishing the goods or services of one
undertaking from those of another. It does not, however, follow from the fact that signs of a particular
category may in principle constitute a trade mark that all signs in that category necessarily possess distinctive
character for the purposes of Article 7(1)(b) of that regulation with regard to a particular product or service.

(see paras 23-24 )

2. Whilst Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, which provides that trade
marks which are devoid of any distinctive character are not to be registered, does not draw any distinction
between different types of sign, the perception of the relevant section of the public is not necessarily the same
in the case of a sign composed of a colour or colour combination per se as it is in the case of a word or
figurative mark composed of a sign that bears no relation to the appearance of the goods that it identifies.
While the public is accustomed to perceiving word or figurative marks as instantly identifying the commercial
origin of the goods, the same is not necessarily true where the sign forms part of the look of the goods in
respect of which registration of the sign is sought.

(see para. 27 )

3. Article 7(1)(b) of Regulation No 40/94 on the Community trade mark provides that trade marks which are
devoid of any distinctive character are not to be registered. A sign sought to be registered for gardening
products, comprising a juxtaposition of two colours, represented by a green rectangle above a grey rectangle,
is not distinctive for the goods in question.

Simply juxtaposing colours is abstract and imprecise in relation to the goods in question, and the combination
of colours is not arranged in any particular format. The consumer will therefore not see the juxtaposition of
green and grey as a sign indicating that the goods come from the same undertaking but will rather see it
merely as an aspect of the finish of the goods in question, so that the sign claimed will not enable him to
recognise it as distinctive when he comes to make a
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choice on the occasion of a subsequent purchase of those goods.

(see paras 33, 37-38, 40 )

In Case T-316/00,

Viking-Umwelttechnik GmbH, established in Kufstein (Austria), represented by S. Völker, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (trade marks and designs) (OHIM), represented by A. von
Mühlendahl, E. Joly and S. Bonne, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (trade marks and designs) of 28 July 2000 (Case R 558/1999-1) refusing registration of a
juxtaposition of the colours green and grey as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court on 9 October 2000,

having regard to the response lodged at the Registry of the Court on 4 January 2001,

further to the hearing on 27 February 2001,

gives the following

Judgment

Background to the dispute

1 On 30 January 1997 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (trade marks and designs) (OHIM) under Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark in respect of which registration was sought was a juxtaposition of two colours per se,
represented by a green rectangle corresponding to colour reference Pantone 369c above a grey rectangle
corresponding to colour reference Pantone 428u.

3 The goods in respect of which registration of the trade mark was sought were in Class 7 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following description:
Garden choppers and shredders; rotary cultivators; lawn mowers; front mowers; ride-on mowers; lawn aerators;
lawn trimmers; hedge clippers; sweeping machines; snow sweepers; ploughs; motor saws; brush cutters; high
pressure cleaning apparatus; all equipment motor driven, with parts, replacement parts and accessories.

4 By a decision of 23 July 1999 the examiner refused the application under Article 38 of Council Regulation
No 40/94, on the ground that the green and grey colour combination was devoid of any distinctive character
and descriptive of the goods in question within the meaning of Article 7(1)(b) and (c) of that regulation.
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5 On 31 August 1999 the applicant filed an appeal against the examiner's decision at OHIM under Article 59
of Regulation No 40/94.

6 By a decision of 28 July 2000 (hereinafter the contested decision), which was notified to the applicant on 7
August 2000, the First Board of Appeal upheld the refusal to register the mark sought. It essentially took the
view that the sign was devoid of distinctive character within the meaning of Article 7(1)(b) of Regulation No
40/94.

Forms of order sought

7 The applicant claims that the Court should:

- annul the contested decision;

- order OHIM to pay the costs.

8 OHIM contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

9 The applicant relies on two pleas in law, alleging infringement of Article 7(1)(b) and of Article 7(1)(c) of
Regulation No 40/94.

10 It should be pointed out that, although the Board of Appeal considered aspects of description, it none the
less decided, at paragraph 24 of the contested decision, that registration of the sign applied for ought to be
refused on the basis of Article 7(1)(b) of Regulation No 40/94. The plea of infringement of Article 7(1)(c) is
therefore invalid.

11 Accordingly it is only necessary to consider the allegation of infringement of Article 7(1)(b) of Regulation
No 40/94.

Arguments of the parties

12 The applicant points out that colours per se are in principle eligible for trade mark protection, as the
definition of signs capable of constituting Community trade marks in Article 4 of Regulation No 40/94 makes
clear. The applicant points out that that definition reflects the modern view of trade marks, which are
increasingly composed of non-traditional signs such as sounds, colours and packaging.

13 The applicant argues that using colours as a means of identification rather than as decoration makes it
possible for the public to single out one undertaking's range of products from all the others at a distance,
though final identification of the product is based on other features, such as a word mark.

14 The applicant believes that there is a commercial interest in protecting colours in the abstract, regardless of
any shape, because they are used in varying proportions on different types of material and on the goods
themselves.

15 The applicant explains that it is by use of the green and grey on the plastic case, in particular for small
implements, that the claimed colour combination distinguishes the goods.

16 It claims that the chromatic combination need not be found to be very unusual for it to be established as
distinctive. Such a test is inappropriate because if an undertaking has been using the combination over a long
period it no longer is very unusual. Similarly, if an undertaking starts using the combination after registering it
as a trade mark, it ceases to be very unusual as soon as it has
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achieved a measure of success.

17 As regards the colour grey, the applicant points out that it is a specific grey (pantone 428u) not generally
used for plastic, and that knowledge of the definition of a colour is of little consequence for the purposes of
assessing its distinctive character.

18 As to the colour green, the applicant observes that its competitors' products use various colours. Green has
no particular function in regard to the goods in question, and any association with nature is of little
importance for the purposes of assessing its distinctiveness, particularly given that it is a specific tone and is
used in combination with another shade.

19 Finally, the applicant claims that the particular juxtaposition of precise tones gives the goods a certain
visual appearance and identity which distinguishes them from other goods; this imbues the mark with the
requisite minimum degree of distinctiveness.

20 OHIM challenges the applicant's arguments. It takes the view that the sign applied for must meet the
requirements not only of Article 4 of Regulation No 40/94, but also of Article 7(1) of the regulation. In that
respect, it considers that the colours must have the effect of enabling the public to distinguish the applicant's
products from those of its competitors, and must not be perceived merely as a common decorative feature or
as suggesting a characteristic or quality of the product.

21 OHIM points out that certain categories of trade mark are intrinsically devoid of distinctive character, in
particular where the relevant class of persons does not associate the sign with any individual undertaking. That
is true of colours where registration of the configuration of the product is not sought.

22 Lastly OHIM takes the view that the effect of juxtaposing the colours green and grey is to create an
impression of a shade of green - a colour that is widely used for and enhances the appeal of the goods in
question - against a backdrop in a shade of light grey, which is a colour that is not designed to attract
attention, as it resembles the colour of metal and is commonly used on many types of material. The
combination of green and grey will therefore not be perceived by the relevant class of persons as an
indication of origin.

Findings of the Court

23 It must first of all be observed that colours or colour combinations per se are capable of constituting
Community trade marks in so far as they are capable of distinguishing the goods or services of one
undertaking from those of another.

24 It does not, however, follow from the fact that signs of a particular category may in principle constitute a
trade mark that all signs in that category necessarily possess distinctive character for the purposes of Article
7(1)(b) of Regulation No 40/94 with regard to a particular product or service.

25 Signs that are devoid of any distinctive character under Article 7(1)(b) of Regulation No 40/94 are
regarded as incapable of performing the essential function of a trade mark, namely that of identifying the
origin of the goods or service, thus enabling the consumer who acquired them to repeat the experience if it
proves to be positive, or to avoid it if it proves to be negative, on the occasion of a subsequent acquisition.

26 A mark's distinctiveness can only be assessed, first, in relation to the goods or services for which
registration has been requested and, second, in relation to the perception of the relevant section of the public.

27 It must also be observed that Article 7(1)(b) of Regulation No 40/94 does not draw any distinction
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between different types of sign. However the perception of the relevant section of the public is not necessarily
the same in the case of a sign composed of a colour or colour combination per se as it is in the case of a
word or figurative mark composed of a sign that bears no relation to the appearance of the goods that it
identifies. While the public is accustomed to perceiving word or figurative marks as instantly identifying the
commercial origin of the goods, the same is not necessarily true where the sign forms part of the look of the
goods in respect of which registration of the sign is sought.

28 It must first of all be observed that the goods referred to in the application for registration are targeted at
all consumers, that is, non-specialist consumers. Accordingly, the relevant consumer is deemed to be the
average, reasonably well-informed, reasonably observant and circumspect consumer. However, account should
be taken of the fact that the average consumer must place his trust in the imperfect picture of the goods that
he has kept in his mind. It should also be borne in mind that the average consumer's level of attention is
likely to vary according to the category of goods in question (see, to that effect, Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26).

29 As regards the colour green, it must be noted that green is in common use for the goods in question, and
that it is not therefore likely to be noticed and committed to memory as an indication of commercial origin. In
addition, the shade of green used in the juxtaposition sought to be registered is not perceptibly different
enough from the shades of green in common use in the sector to which the goods belong.

30 The colour grey cannot be said to be endowed with any particular attribute enabling a consumer to
suppose that it is anything other than the natural colour of the material, or simply a coloration used on that
material, or a finish.

31 Since the sign for which registration is sought is composed of those two colours in juxtaposition, it is
necessary to assess their distinctiveness, as a whole, when so juxtaposed.

32 In that connection, first, as is clear from the examples given in OHIM's response, those two colours, or
similar shades, are commonly used together for gardening products.

33 It must also be borne in mind that simply juxtaposing the colours green and grey in the way shown in the
application for registration is abstract and imprecise in relation to the goods in question, and the combination
of colours is not arranged in any particular format. In that connection the Board of Appeal correctly found
that no application was made for the colours in any particular arrangement.

34 Consequently such a sign will not be noticed and recognised, because displaying the colours on the
products in a non-ordered way may mean that there will be a variety of different formats, which will not
enable consumers to take in and commit to memory a particular combination on which they could draw to
make a repeat purchase directly and with certainty.

35 That finding is, moreover, confirmed by the samples from the catalogue produced by the applicant at the
hearing, and by the fact that the products bearing the colours claimed come in a variety of forms, making it
impossible to establish a consistent association between the colours, such as would enable the sign to be used
in a uniform fashion according to a given format, in a particular order, juxtaposing the two elements. In
addition it is clear from that catalogue that for certain products the green and black juxtaposition is more
striking.

36 Finally, as regard the applicant's argument that the colours used could enable consumers to identify
products in the same range from a distance, it is sufficient to note that in arguing that point the applicant also
acknowledges that a product's commercial origin is ultimately identified
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on the basis of other distinguishing features, such as a word mark.

37 The consumer will therefore not see the juxtaposition of green and grey as a sign indicating that the goods
come from the same undertaking but will rather see it merely as an aspect of the finish of the goods in
question.

38 It must therefore be concluded that the sign will not enable the relevant consumers to recognise it as
distinctive when they come to make a choice on the occasion of a subsequent purchase of the goods in
question.

39 That conclusion cannot be gainsaid by the applicant's arguments that the test based on the unusual nature
of the chromatic combination is inappropriate on the ground that if an undertaking has been using that
combination for a long time it ceases to be unusual, just as it ceases to be unusual, once it has achieved a
measure of success, if it has been registered as a trade mark. First of all, it does not follow automatically
from the fact that an undertaking has been using a chromatic combination for a certain period prior to
registration that other undertakings use that combination for the goods referred to in the application. Secondly,
once the combination is registered, assuming the mark achieves a measure of success, the owner retains the
right to defend its exclusive rights in the mark, within the limits laid down by Regulation No 40/94.

40 It follows that, in finding that the colours were not unusual, and that they were not arranged in a specific
way, the Board of Appeal was right in deciding that the juxtaposition of the colours green and grey is not
distinctive in relation to the goods in question for the purposes of Article 7(1)(b) of Regulation No 40/94.

Costs

41 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay OHIM's costs, in accordance with the form of
order sought.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2002.

Chef Revival USA Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - Opposition proceedings - Failure to produce evidence in the language of the
opposition proceedings - Rule 18(2) of Regulation (EC) No 2868/95.

Case T-232/00.

In Case T-232/00,

Chef Revival USA Inc., established in Lodi, New Jersey (United States), represented by N. Jenkins, Solicitor,
with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, acting as Agent,

defendant,

the other party to the proceedings before the Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) being

Joachín Massagué Marín, of Sabadell (Spain),

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 26 June 2000 (Case R 181/1999-3), as corrected by
corrigendum of 6 July 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: M. Vilaras, President, V. Tiili and P. Mengozzi, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 4 September 2000,

having regard to the response of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) lodged at the Registry of the Court of First Instance on 2 February 2001,

further to the hearing on 10 January 2002,

gives the following

Judgment

Costs

66 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the Office has been unsuccessful, it must
be ordered to pay the applicant's costs in accordance with the form of order sought by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE
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(Fourth Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 26 June 2000 (Case R 181/1999-3), as rectified by corrigendum of 6 July
2000;

2. Orders the Office to pay the costs.

Legal background

1 Article 42(1) and (3) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade
mark (OJ 1994 L 11, p. 1), as amended, provides as follows:

`1. Within a period of three months following the publication of a Community trade mark application, notice
of opposition to registration of the trade mark may be given on the grounds that it may not be registered
under Article 8...

3. Opposition must be expressed in writing and must specify the grounds on which it is made. It shall not be
treated as duly entered until the opposition fee has been paid. Within a period fixed by the Office, the
opponent may submit in support of his case facts, evidence and arguments.'

2 Articles 73 and 74 of Regulation No 40/94 provide as follows:

`Article 73

Statement of reasons on which decisions are based

Decisions of the Office shall state the reasons on which they are based. They shall be based only on reasons
or evidence on which the parties concerned have had an opportunity to present their comments.

Article 74

Examination of the facts by the Office of its own motion

1. In proceedings before it the Office shall examine the facts of its own motion; however, in proceedings
relating to relative grounds for refusal of registration, the Office shall be restricted in this examination to the
facts, evidence and arguments provided by the parties and the relief sought.

2. The Office may disregard facts or evidence which are not submitted in due time by the parties concerned.'

3 Rules 15 to 18, 20, 71 and 96 of Commission Regulation (EC) No 2868/95 of 13 December 1995
implementing Council Regulation No 40/94 (OJ 1995 L 303, p. 1) (hereinafter `the implementing regulation')
state as follows:

`Rule 15

Contents of the notice of opposition

(1) ...

(2) The notice of opposition shall contain:

(a) as concerns the application against which opposition is entered

(b) as concerns the earlier mark or the earlier right on which the opposition is based...
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(c) as concerns the opposing party...

(d) a specification of the grounds on which the opposition is based.

...

Rule 16

Facts, evidence and arguments presented in support of the opposition

(1) Every notice of opposition may contain particulars of the facts, evidence and arguments presented in
support of the opposition, accompanied by the relevant supporting documents.

(2) If the opposition is based on an earlier mark which is not a Community trade mark, the notice of
opposition shall preferably be accompanied by evidence of the registration or filing of that earlier mark,
such as a certificate of registration....

(3) The particulars of the facts, evidence and arguments and other supporting documents as referred to in
paragraph 1, and the evidence referred to in paragraph 2 may, if they are not submitted together with the
notice of opposition or subsequent thereto, be submitted within such period after commencement of the
opposition proceedings as the Office may specify pursuant to Rule 20 (2).

Rule 17

Use of languages in opposition proceedings

(1) Where the notice of opposition is not filed in the language of the application for registration of the
Community trade mark, if that language is one of the languages of the Office, or in the second language
indicated when the application was filed, the opposing party shall file a translation of the notice of
opposition in one of those languages within a period of one month from the expiry of the opposition
period.

(2) Where the evidence in support of the opposition as provided for in Rule 16 (1) and (2) is not filed in the
language of the opposition proceedings, the opposing party shall file a translation of that evidence into that
language within a period of one month from the expiry of the opposition period or, where applicable,
within the period specified by the Office pursuant to Rule 16 (3).

...

Rule 18

Rejection of notice of opposition as inadmissible

(1) If the Office finds that the notice of opposition does not comply with the provisions of Article 42 of
Regulation [No 40/94], or where the notice of opposition does not clearly identify the application against
which opposition is entered or the earlier mark or the earlier right on the basis of which the opposition is
being entered, the Office shall reject the notice of opposition as inadmissible unless those deficiencies have
been remedied before expiry of the opposition period. If the opposition fee has not been paid within the
opposition period, the notice of opposition shall be deemed not to have been entered. If the opposition fee
has been paid after the expiry of the opposition period, it shall be refunded to the opposing party.

(2) If the Office finds that the notice of opposition does not comply with other provisions of Regulation [No
40/94] or of these Rules, it shall inform the opposing party accordingly and shall call upon him to remedy
the deficiencies noted within a period of two months. If the deficiencies are not remedied before the time
limit expires, the Office shall reject the notice of opposition as inadmissible.
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...

Rule 20

Examination of opposition

(1) ...

(2) Where the notice of opposition does not contain particulars of the facts, evidence and arguments as referred
to in Rule 16 (1) and (2), the Office shall call upon the opposing party to submit such particulars within a
period specified by the Office. Any submission by the opposing party shall be communicated to the
applicant who shall be given an opportunity to reply within a period specified by the Office.

(3) If the applicant files no observations, the Office may give a ruling on the opposition on the basis of the
evidence before it.

...

Rule 71

Duration of time limits

(1) Where [Regulation No 40/94] or these Rules provide for a period to be specified by the Office, such
period shall... be not less than one month .... The Office may, when this is appropriate under the
circumstances, grant an extension of a period specified if such extension is requested by the party
concerned and the request is submitted before the original period expired.

...

Rule 96

Written proceedings

(1) ...

(2) Unless otherwise provided for in these Rules, documents to be used in proceedings before the Office may
be filed in any official language of the Community. Where the language of such documents is not the
language of the proceedings the Office may require that a translation be supplied, within a period specified
by it, in that language or, at the choice of the party to the proceeding, in any language of the Office.'

Background to the dispute

4 On 1 April 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office').

5 The trade mark applied for is a figurative trade mark consisting of the word `Chef' and various graphic
elements.

6 The goods in respect of which registration of the trade mark was sought come within Classes 8, 21 and 25
of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks of 15 June 1957, as revised and amended, and are described, for each of those
classes, as follows:

- Class 8: `Cutlery; kitchen knives';

- Class 21: `Household utensils and containers';

- Class 25: `Clothing, boots, shoes and slippers; clothing for use by persons involved in the preparation,
distribution and serving of food and beverages; coats, jackets, tunics, trousers, shorts, culottes,
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shirts, T-shirts, vests, smocks, aprons, neckties, bow ties, neckerchiefs, hats, caps, cummerbunds, belts, clogs
and shoes, all for use by persons involved in the preparation, distribution and serving of food and beverages'.

7 The application was submitted in English. French was designated as the second language in accordance with
Article 115(3) of Regulation No 40/94.

8 On 1 September 1997, the application was published in the Community Trade Marks Bulletin.

9 On 27 October 1997 Joachín Massagué Marín (hereinafter `the opponent') filed, in Spanish, a notice of
opposition under Article 42 of Regulation No 40/94.

10 The opposition was based on a trade mark previously registered in Spain. It is a figurative trade mark
consisting of the word `Cheff' in script with additional figurative elements. The goods designated by that mark
fall within class 25 of the Nice Agreement and are described as follows: `manufactured clothing, not included
in other classes'.

11 On 11 November 1997, the opponent provided an English translation of the notice of opposition. English
thus then became the language of the opposition proceedings in accordance with Article 115(6) of Regulation
No 40/94.

12 On 5 June 1998, pursuant to Rules 16(3), 17(2) and 20(2) of the implementing regulation, the Opposition
Division of the Office (hereinafter `the Opposition Division') sent to the opponent a letter which stated as
follows:

`You are invited to submit all facts, evidence and arguments, not yet provided, which you consider necessary
for the support of your opposition.

In particular, you are requested to provide a copy of [the] registration certificate for the mark No 1081534 on
which the opposition is based.

...

All the information requested above is to be presented in the language of the opposition proceedings within
two months of receipt of this notification, that is on or before 5 August 1998.

In the absence of such information or, where relevant, the requested translations, the Office shall give a ruling
on the opposition on the basis of the evidence before it.'

13 On 18 June 1998 the opponent sent to the Office a copy, in Spanish, of the registration certificate for the
prior trade mark on which the opposition was based.

14 On 8 September 1998, that is to say after the expiry of the period allowed by the Opposition Division, the
opponent sent a letter to the Office, the penultimate sentence of which stated as follows:

`... the opposed trade marks designate identical products and are found in the same class of the International
Nomenclature of Trade marks, class 25.'

15 By decision of 24 February 1999 the Opposition Division rejected the opposition under Article 43 of
Regulation No 40/94 on the ground that the opponent had not proved the existence of the earlier national
trade mark on which the opposition was based.

16 On 14 April 1999 the opponent lodged an appeal at the Office under Article 59 of Regulation No 40/94
against the Opposition Division's decision.

17 By decision of 26 June 2000 (hereinafter `the contested decision'), notified to the applicant on 4 July 2000,
the Third Board of Appeal annulled the Opposition Division's decision. By corrigendum of 6 July 2000 the
Board of Appeal rectified, of its own motion and pursuant to Rule 53 of the
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implementing regulation, a manifest error in the contested decision concerning the description of the trade
marks of the applicant and of the opponent.

18 In essence the Board of Appeal considered that, by rejecting the opposition without having allowed the
opponent a further two months in which to provide a translation of the Spanish registration certificate in the
language of the opposition proceedings for the earlier trade mark, the Opposition Division had infringed Rule
18(2) of the implementing regulation. The Board of Appeal also considered that the Opposition Division had
thus infringed the opponent's right to be heard in accordance with Rule 18.

Forms of order sought

19 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to reject the opposition lodged by the opponent;

- order the Office to pay the costs.

20 The Office contends that the Court should:

- adopt whatever order that appears appropriate under the circumstances at the end of the oral proceedings;

- award costs in consideration of the outcome of the action.

21 At the hearing the applicant withdrew the second head of the form of order sought, namely that the Court
should order the Office to reject the opposition lodged by the opponent, and the Court formally noted the
withdrawal in the minutes of the hearing.

Law

22 The applicant submits a single plea in law, alleging infringement of Rule 18(2) of the implementing
regulation.

Arguments of the parties

23 The applicant submits that Rule 18 of the implementing regulation is applicable only where the notice of
opposition does not fulfil the requirements laid down in Article 42 of Regulation No 40/94 and Rule 15 of
the implementing regulation. Amongst those requirements, Rule 18 draws a distinction between requirements
which, if not complied with, automatically result in the rejection of the notice of opposition as inadmissible
unless the deficiencies in question have been remedied before the expiry of the opposition period (paragraph
1) and requirements which, if not complied with, may be made good within a two-month period from the date
of a request to that effect from the Office (paragraph 2). However, Rule 18(2) of the implementing regulation
does not apply to cases where facts, evidence, arguments or supporting documents have not been produced
within the period specified by the Office pursuant to Rules 16(3), 17(2) and 20(2) of that regulation.

24 On the basis of that reasoning, the applicant submits that the Board of Appeal erred in law by annulling
the Opposition Division's decision on the ground that it had infringed Rule 18(2) of the implementing
regulation by rejecting the opposition without allowing the opponent a further period of two months, in
accordance with the same rule, within which to submit the translation of the registration certificate in the
language of the opposition proceedings.

25 The Office contends that the Opposition Division acted correctly in rejecting the opposition on the ground
that the opponent had failed to provide evidence of the earlier right in the language of the opposition
proceedings within the period specified by the Office in accordance with Rule 17(2) of the implementing
regulation. On the other hand, the Board of Appeal erred in law in finding
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that the Office has an obligation, under Rule 18(2) of the implementing regulation, to invite an opponent who
has not submitted the required evidence within the time-limit laid down pursuant to Rule 17(2) of that
regulation to provide or supplement the required evidence and to allow him an additional period of two
months for that purpose.

26 In that context, the Office points out the importance in opposition proceedings of strict compliance with
the time-limits which it sets. The logical consequence of non-compliance with such a time-limit has to be that
evidence or arguments submitted late will be disregarded for the purposes of the further course of the
opposition proceedings. That is the corollary of the failure to comply with the time-limit. In that regard, the
Office submits that in opposition proceedings Article 74(2) of Regulation No 40/94, according to which the
Office may disregard facts or evidence which are not submitted in due time by the parties concerned, can be
applied only where the Office has not set a time-limit, it not being open to the Office to take account of them
where this is not the case.

27 Nor, according to the Office, can an obligation on its part to call upon an opponent to provide or
supplement the required evidence within an additional period be derived from an application by analogy of
Rule 18(2) of the implementing regulation. According to the Office, an application by analogy of that rule,
which concerns examination of the admissibility of the opposition, is so far outside the meaning and purpose
of that rule that it is clearly not possible.

28 Likewise, according to the Office, Rule 20 of the implementing regulation does not provide a basis, either
directly or indirectly, for obliging or permitting the Opposition Division to invite an opponent who has failed
to submit the required evidence pursuant to Rules 16(3) and 20(2) of the implementing regulation to submit it
within a further time-limit set by the Opposition Division.

29 Moreover, the Office contends that the Opposition Division did not infringe Article 73 of Regulation No
40/94, according to which decisions of the Office may be based only on reasons on which the parties have
had an opportunity to present their comments. On the contrary, by calling upon the opponent to submit
evidence in the language of the opposition proceedings within a specific time-limit, the Opposition Division
did everything to provide the opponent with an opportunity to submit evidence.

30 Nor, finally, the Office submits, did the Opposition Division, by communicating with the parties in the
course of the proceedings and especially by sending each party's observations to the other party, cause the
opponent to entertain the expectation that the missing translation of the registration certificate would not
become relevant.

Findings of the Court

31 It must be observed at the outset that it follows from Article 42 of Regulation No 40/94, read in
conjunction with Rules 16, 17, 18 and 20 of the implementing regulation, that the legislature makes a
distinction between, on one hand, the conditions which the notice of opposition must satisfy, which are laid
down as conditions of admissibility of the opposition, and, on the other hand, the submission of the facts,
evidence and arguments and of the documents supporting the opposition, which are matters falling within the
scope of the examination of the opposition.

32 Amongst the conditions of admissibility of the opposition set out in Article 42 of Regulation No 40/94 and
in Rule 18 of the implementing regulation are, in particular, the period of three months within which notice of
the opposition must be given, the opponent's interest in initiating the opposition proceedings, and the formal
and procedural conditions, the statement of grounds and the minimum information which the notice of
opposition must contain.

33 Next, as regards the conditions which, if not complied with in the notice of opposition, lead
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to rejection of the opposition as inadmissible, Rule 18 of the implementing regulation draws a distinction
between two types of conditions of admissibility.

34 If the notice of opposition does not comply with the conditions of admissibility referred to in Rule 18(1)
of the implementing regulation, the opposition is to be rejected as inadmissible unless the deficiencies found
are remedied before the expiry of the opposition period. That period may not be extended.

35 On the other hand, if the notice of opposition does not comply with the conditions of admissibility referred
to in Rule 18(2) of the implementing regulation, the opposition is to be rejected as inadmissible only if the
opponent, after having been called upon by the Office to remedy the deficiencies noted within a period of two
months, has not remedied those deficiencies within that period. That period is mandatory and may not be
extended.

36 Accordingly, it is only in cases in which the notice of opposition does not comply with one or more
conditions of admissibility of the opposition other than those expressly referred to in Rule 18(1) of the
implementing regulation that the Office is required, by virtue of Rule 18(2), to inform the opponent of this
and call upon him to remedy the deficiency within a period of two months before it rejects the opposition as
inadmissible.

37 However, as has already been observed (paragraph 31 above), the legal requirements concerning the
presentation of the facts, evidence and arguments and of the supporting documents are not conditions of
admissibility of the opposition but conditions relating to the examination of its substance.

38 Under Article 42(3) of Regulation No 40/94, the opponent is not required to submit, at the same time as
the notice of opposition, the facts, evidence and arguments supporting the opposition but may submit them
within a period to be fixed by the Office for that purpose. Similarly, according to Rule 16(1) of the
implementing regulation, the notice of opposition `may' contain particulars of the facts, evidence and
arguments presented in support of the opposition, accompanied by supporting documents.

39 Next, Rule 16(3) of the implementing regulation, which lays down the detailed rules for the application of
Article 42(3) of Regulation No 40/94, states that the particulars of the facts, evidence and arguments and other
supporting documents as referred to in Rule 16(1), and the evidence referred to in Rule 16(2), may, if they
are not submitted together with the notice of opposition or subsequent thereto, be submitted within such
period after commencement of the opposition proceedings as the Office may specify pursuant to Rule 20(2).

40 That interpretation is not invalidated by Rule 16(2) of the implementing regulation, which states that `[i]f
the opposition is based on an earlier mark which is not a Community trade mark, the notice of opposition
shall preferably be accompanied by evidence of the registration or filing of that earlier mark, such as a
certificate of registration...'. That rule does not affect the option given to the opponent by Rule 16(1) and (3)
and Article 42(3) of Regulation No 40/94 to present the evidence in question either at the same time as the
notice of opposition or subsequently within a period laid down for that purpose by the Office. Rule 16(2) of
the implementing regulation cannot therefore be interpreted as meaning that it requires the evidence to be
presented at the same time as the lodging of the notice of opposition or that concurrent presentation of the
evidence is a condition of admissibility of the opposition.

41 Moreover, it must be pointed out that where the evidence and documents in support of the opposition are
not filed in the language of the opposition proceedings, the opponent must, pursuant to Rule 17(2) of the
implementing regulation, file a translation of that evidence into that language within a period of one month
from the expiry of the opposition period or, where applicable, within the period specified by the Office
pursuant to Rule 16(3).
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42 Rule 17(2) of the implementing regulation thus derogates from the language regime generally applicable to
the presentation and use of documents in proceedings before the Office, as laid down in Rule 96(2) of that
regulation, according to which, where those documents are not in the language of the proceedings, the Office
may require a translation to be produced in that language or, at the option of the party to the proceedings, in
one of the languages of the Office within the period laid down by it. Rule 17(2) therefore places on the party
originating inter partes proceedings a heavier burden than that placed, as a general rule, on parties in
proceedings before the Office. That difference is justified by the necessity to observe fully the principle of the
right to be heard and to ensure equality of arms between the parties in inter partes proceedings.

43 Furthermore, unlike the periods laid down in Rule 18 of the implementing regulation and, in particular, the
two-month period specified by the Office under Rule 18(2), the periods laid down by the Office under Rules
16(3), 17(2) and 20(2) of the implementing regulation may be extended by the Office subject to the conditions
and rules laid down in Rule 71(1), in fine, of that regulation.

44 If the opponent does not present the evidence and documents in support of the opposition and a translation
of them into the language of the opposition proceedings before the expiry of the period initially laid down for
that purpose by the Office or before the expiry of any extension of that period under Rule 71(1) of the
implementing regulation, the Office may lawfully reject the opposition as unfounded unless, in accordance
with Rule 20(3) of the implementing regulation, it can give a ruling on it on the basis of the evidence which
it may already have before it. The rejection of the opposition in such a case is not merely the result of the
opponent's failure to comply with the period laid down by the Office but is also the consequence of his
failure to comply with a substantive condition of opposition, since the opponent, by failing to present, within
the period laid down, the relevant evidence and supporting documents - which must also be presented for the
reasons set out in paragraph 42 above - fails to prove the existence of the facts or the rights on which his
opposition is based.

45 Moreover, the same result follows from Article 74(1), in fine, of Regulation No 40/94, which provides
that, in proceedings relating to relative grounds for refusal of registration, examination is to be restricted to
the facts, evidence and arguments provided by the parties and the relief sought. Although the French version
of that provision does not expressly refer to the presentation of evidence by the parties, it nevertheless follows
from it that it is also for the parties to provide the evidence in support of the relief sought. That interpretation
is confirmed by an analysis of other language versions of the same provision and, in particular, the English
version, which refers to `the facts, evidence and arguments provided by the parties', the German version,
which refers to `das Vorbringen... der Beteiligten', and the Italian version, which refers to `[ai] fatti, prove ed
argomenti addotti... dalle parti'.

46 It is in the light of the above considerations that it is necessary to examine whether, in the present case,
the single plea raised by the applicant is well founded and the contested decision lawful.

47 According to the file, by letter of 5 June 1998 the Opposition Division requested the opponent, in
accordance with Rules 16(3), 17(2) and 20(2) of the implementing regulation, to provide within a period of
two months and in the language of the opposition proceedings, that is to say in English, the facts, evidence
and arguments not yet produced in support of his opposition. The application by that letter of both Rule 20(2)
and Rule 17(2) of the implementing regulation is not contrary to any of the provisions of the implementing
regulation and appears to be in accordance with the principles of procedural economy and good administration.
Amongst the evidence and supporting documents requested were, in particular, the registration certificate for
the opponent's earlier Spanish trade mark, on which he based his opposition, that certificate being, for the
purposes of Rule
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16(2) of the implementing regulation, a preferred mode of proof of the registration of the earlier trade mark.

48 It is undisputed that in reply to that letter the opponent produced, on 18 June 1998, only the Spanish
version of the registration certificate. He did not produce, within the period fixed, a translation of the
certificate into the language of the opposition proceedings, nor did he request an extension of that period
under Rule 71(1) of the implementing regulation.

49 In those circumstances, by decision of 24 February 1999 the Opposition Division rejected the opposition as
unfounded on the ground that the opponent had not proved, by evidence and relevant supporting documents,
the existence of the earlier national trade mark on which his opposition was based.

50 Nevertheless, the Third Board of Appeal annulled the decision of the Opposition Division, finding, in
paragraphs 20 to 22 of the contested decision, that the Opposition Division was required under Rule 18(2) of
the implementing regulation to grant the opponent an additional period of two months within which to submit
the abovementioned certificate of registration in the language of the opposition proceedings, and that, in
failing, before it rejected the opposition, to inform the opponent of the deficiency and requesting him to
remedy it within that period, the Opposition Division had infringed his right to be heard.

51 Those findings of the Board of Appeal are vitiated by an error of law and cannot be upheld.

52 First, as has already been stated, the legal requirements concerning, in particular, the evidence, the
supporting documents and their translation into the language of the opposition proceedings are not conditions
of admissibility of the opposition falling within the scope of Rule 18(2) of the implementing regulation but
substantive conditions of the opposition.

53 Consequently, contrary to the view of the Board of Appeal, the Opposition Division was not under any
obligation in this case, by virtue of Rule 18(2) of the implementing regulation, to point out to the opponent
the deficiency constituted by his failure to produce, within the period laid down for that purpose, the
translation of the registration certificate for the earlier Spanish mark into the language of the opposition
proceedings or to grant him an additional period of two months within which to produce that translation.

54 Nor, as the Office rightly points out in its response, can Rule 18(2) of the implementing regulation be
applied by analogy in this case. Such an approach would be contrary to the fundamental distinction drawn by
the legislature between, on the one hand, the conditions which the notice of opposition must satisfy in order
to be admissible and, on the other hand, the conditions concerning the production of the facts, evidence and
arguments and of the documents in support of the opposition, which fall within the scope of the examination
of that opposition.

55 Second, contrary to the conclusion reached by the Third Board of Appeal in the contested decision, the
Opposition Division did not infringe the opponent's right to be heard, held to exist under Rule 18(2) of the
implementing regulation, by failing to inform him of the deficiency found and by not calling on him to
remedy that deficiency within the additional period of two months provided for by that rule. Nor did the
Opposition Division infringe Article 73, second sentence, of Regulation No 40/94, which provides that the
decisions of the Office can be based only on reasons on which the parties have had an opportunity to present
their comments.

56 In that regard, it must be observed that, in its letter of 5 June 1998 calling upon the opponent to produce
the necessary evidence and supporting documents, the Opposition Division clearly and unequivocally indicated
that the evidence and supporting documents had to be produced within the period of two months and in the
language of the opposition proceedings. Accordingly, it was open
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to the opponent to comply with that request and to present his comments on the reason on which the
Opposition Division's decision was based. Consequently, as the Office has rightly stated in its response, the
opponent could not have been caught unawares by that decision.

57 The failure by the opponent to produce within the time allowed by the Opposition Division, in accordance
with Rules 16(3), 17(2) and 20(2) of the implementing regulation and in the language of the opposition
proceedings, the translation of the registration certificate for the earlier national trade mark falls within the
scope of the substantive examination of the opposition and does not therefore constitute a deficiency in the
notice of opposition within the meaning of Rule 18(2) of the implementing regulation.

58 Having regard to the foregoing, the Board of Appeal erred in law in holding that the Opposition Division
was required to apply Rule 18(2) of the implementing regulation before rejecting the opposition. The
applicant's single plea alleging infringement of that rule must therefore be upheld and the contested decision
annulled.

59 The Court considers, moreover, that there is nothing in the file to show that the decision of the Opposition
Division was vitiated by any other defects which would justify its annulment by the Board of Appeal.

60 First, it cannot be argued, as the opponent did in the proceedings before the Board of Appeal (see point 13
of the contested decision), that in the present case he was not required to produce a translation, into the
language of the opposition proceedings, of the registration certificate for the earlier Spanish trade mark on
which the opposition was based. According to the opponent, the number of that trade mark, its holder, the
date of application and its object were intelligible without the need for a translation of the certificate. He also
contended that the certificate mentions the class of the nomenclature, which was also evident without
translation.

61 It must be pointed out in that regard that a translation, into the language of the opposition proceedings, of
the evidence and supporting documents presented in support of the opposition is required of an opponent by
virtue of Rule 17(2) of the implementing regulation, which introduces a derogation from the language regime
generally applicable to the submission and use of documents in proceedings before the Office.

62 Second, that finding with regard to the need to produce, within the time-limit set by the Opposition
Division, a translation of the registration certificate into the language of the opposition proceedings cannot be
altered by the fact that in the last sentence of its letter of 5 June 1998 the Opposition Division indicated that
in the event of a failure to produce the information and translations requested the Office would give a ruling
on the opposition on the basis of the evidence before it. It cannot be argued that by that sentence the
Opposition Division caused the opponent to entertain an expectation that, in the absence of a translation of the
registration certificate for the earlier Spanish mark into the language of the opposition proceedings, it would
give a ruling on the basis solely of the Spanish version of the certificate. On the contrary, that sentence must
be interpreted as meaning that in such a case the Opposition Division intended to give a ruling on the
opposition without taking the Spanish version of the document in question into account as evidence.

63 Nor, finally, did the opponent produce a translation of the registration certificate into the language of the
opposition proceedings after the expiry of the period granted to him by the Opposition Division's letter of 5
June 1998.

64 It is clear from the fourth indent of point 13 of the contested decision that the opponent claimed before
the Board of Appeal that he had indicated in his letter of 8 September 1998 (paragraph 14 above) both the
class of the nomenclature and, in English, the list of products designated by the earlier national trade mark. It
must be observed, however, that in that letter the opponent
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exclusively referred to the fact that the two trade marks designated identical products and fell within class 25.
Such a reference does not constitute, nor can it be treated as equivalent to, a translation of the registration
certificate for the earlier Spanish trade mark for the purposes of the relevant provisions of the implementing
regulation.

65 In those circumstances, it is not necessary to rule in these proceedings on the question raised by the Office
(paragraph 26 above) as to the scope of application ratione materiae of Article 74(2) of Regulation No 40/94
and, in particular, the question whether and to what extent facts or evidence produced after the expiry of a
time-limit set by the Office may or may not be taken into account by it under that article.

DOCNUM 62000A0232

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2000 ; A ; judgment

PUBREF European Court reports 2002 Page II-02749

DOC 2002/06/13

LODGED 2000/09/04

JURCIT 31994R0040-A42 : N 31
31994R0040-A42P1 : N 1
31994R0040-A42P3 : N 1 38 - 40
31994R0040-A73 : N 2 55 56
31994R0040-A74 : N 2 45 65
61995R2868-A01R15 : N 3
61995R2868-A01R16 : N 3 31 38 - 41 43 47 57
61995R2868-A01R17 : N 3 31 41 - 43 47 57 60 - 64
61995R2868-A01R18 : N 3 31 - 36 43 50 - 58
61995R2868-A01R20 : N 3 31 43 44 47 57
61995R2868-A01R71 : N 3 43 44 47
61995R2868-A01R96 : N 3 42

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

© An extract from a JUSTIS database



62000A0232 European Court reports 2002 Page II-02749 13

NATIONA X USA

PROCEDU Application for annulment - successful

DATES of document: 13/06/2002
of application: 04/09/2000

© An extract from a JUSTIS database



62000A0219 European Court reports 2002 Page II-00753 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)February 2002.

Ellos AB v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - ELLOS - Absolute ground for refusal - Descriptive nature - Article 7(1)(c) of

Regulation (EC) No 40/94.
Case T-219/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks composed exclusively of signs or indications which may serve to designate the characteristics
of a product - ELLOS

(Council Regulation No 40/94, Art. 7(1)(c) and (2))

2. Community trade mark - Registration procedure - Application to register a sign in respect of several
categories of goods or services - Separate analysis of each good or service or category thereof

(Council Regulation No 40/94, Arts 17 and 44)

1. Under Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the... intended purpose ... of the
goods or of rendering of the service, or other characteristics of the goods or service are not to be registered.
Furthermore, Article 7(2) of Regulation No 40/94 provides that [p]aragraph 1 shall apply notwithstanding that
the grounds of non-registrability obtain in only part of the Community.

As regards the registration of the word ELLOS sought in respect of clothing, footwear, headgear, that word,
as the third person plural pronoun in the Spanish language, may serve, in the Spanish-speaking part of the
Community, to designate the purpose of those goods, namely clothing, footwear, headgear for male customers.
The conveying of the information about that intended use represents an essential characteristic of the goods in
question which is taken into account by the section of the public targeted so that the word ELLOS enables
that public to establish immediately, and without further thought, a specific and direct relationship between the
sign and the clothing, footwear, headgear for male customers which are included in the category clothing,
footwear, headgear. The link thus established appears sufficiently close to be caught by the prohibition laid
down in the abovementioned provisions.

As regards the registration of the same word in respect of customer services for mail-order sales, the public
targeted will not immediately, and without further thought, establish a specific and direct relationship between
those services and the word ELLOS. The evocation of those services or one of their characteristics, to the
section of the public targeted, is, at most, indirect and does not enable that public immediately, and without
further thought, to perceive a description of the services in question or of one of their characteristics, in
particular their intended use so that the relationship between the word ELLOS and customer services for
mail-order sales is too indeterminate and vague to be caught by the prohibition laid down in Article 7(1)(c) of
Regulation No 40/94.

(see paras 26, 33-35, 37, 42-44 )

2. In examining an application for a Community trade mark in which registration is sought in respect of
several categories of goods or services, there are no categories which are subordinate, or ancillary, to others.
The fact that an application for a Community trade mark may subsequently be restricted, as regards the list of
products or services contained therein, pursuant to Article 44 of Regulation No 40/94, or that the trade mark
may be transferred in respect of some of the goods or services
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under Article 17 of that regulation confirms that each product or service, or category thereof, must be
analysed separately.

(see para. 41 )

In Case T-219/00,

Ellos AB, established in Borås (Sweden), represented by G. Bergqvist, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by F. Lopez
de Rego and J.F. Crespo Carrillo, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 15 June 2000 (Case R 385/1999-1), refusing registration of the
term ELLOS as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court on 18 August 2000,

having regard to the response lodged at the Registry of the Court on 9 November 2000,

further to the hearing on 20 June 2001,

gives the following

Judgment

Costs

65 Under Article 87(3) of the Rules of Procedure of the Court of First Instance, the Court may order the
parties to bear their own costs where they succeed on some and fail on other heads. In this case, since the
contested decision must be annulled in part, it is appropriate to order the parties to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 15 June 2000 (Case R 385/1999-1) in so far as it concerns services falling
within Class 35 of the Nice Agreement and corresponding to the following description: customer services for
mail-order sales;

2. Dismisses the remainder of the application;

3. Orders the parties to bear their own costs.
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Background to the dispute

1 On 1 April 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration was sought was the term ELLOS.

3 The goods and services in respect of which registration was sought came within Classes 24, 25 and 35 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to
the following description:

Class 24: Textiles and textile goods, not included in other classes; bed and table covers;

Class 25: Clothing, footwear, headgear;

Class 35: Customer services for mail-order sales.

4 By decision of 8 June 1999 the examiner refused the application in part under Article 38 of Regulation No
40/94 on the ground that the term applied for was devoid of any distinctive character and exclusively
descriptive in respect of the goods and services falling within Classes 25 and 35 of the Nice Classification.

5 On 9 July 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against the
examiner's decision.

6 The appeal was dismissed by decision of 15 June 2000 (the contested decision) pursuant to Article 7(1)(c)
and (2) of Regulation No 40/94.

7 The Board of Appeal considered, essentially, that the term ELLOS was exclusively descriptive in Spain,
given that ELLOS is the third person plural pronoun in the Spanish language and is frequently used as a
collective term designating all members of the male sex. The Board of Appeal concluded that the word
ELLOS cannot be registered as a trade mark for clothing, footwear and headgear within Class 25 of the Nice
Classification because it designates the type or purpose of those goods. In regard to customer services for
mail-order sales within Class 35 of the Nice Classification, the Board considered that these may refer to the
sale of clothing and that, therefore, the registration of the trade mark applied for had also to be refused for
the reasons given in respect of the goods falling within Class 25 of the Nice Classification.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision and order the Office to register the trade mark ELLOS for all goods and
services sought by the application;

- in the alternative, order the Office to register the mark ELLOS for the goods and services falling within
Classes 24 and 35 of the Nice Classification;

- take any such further measures as the Court deems appropriate;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.
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Law

The claims that the Office be ordered to register the mark ELLOS for all products and services sought by the
trade mark application and, in the alternative, for those falling within Classes 24 and 35 of the Nice
Classification

Arguments of the parties

10 The applicant claims that the Court should issue a direction to the Office that it register the mark ELLOS
for all products and services sought by the application and, in the alternative, for those falling within Classes
24 and 35 of the Nice Classification.

11 The Office submits that the action is inadmissible as regards those claims since Regulation No 40/94 lays
down a registration procedure which must be complied with. According to the Office, even if the Court of
First Instance were to annul the contested decision, the mark could not be registered as long as the procedures
laid down by Articles 40, 41 and 42 of Regulation No 40/94 have not been completed.

12 Furthermore, the Office points out that the Court of First Instance has already held that it is not entitled to
issue directions to the Office (Case T-163/98 Procter & Gamble v OHIM (BABY-DRY) [1999] ECR II-2383,
paragraph 53).

13 Finally, the Office contends that the action is also inadmissible because the Board of Appeal did not make
a determination in respect of the Class 24 products, as to which the examiner raised no objection.

Findings of the Court

14 Under Article 63(6) of Regulation No 40/94, the Office is required to take the measures necessary to
comply with the judgment of the Community judicature. Accordingly, the Court of First Instance is not
entitled to issue directions to the Office. It is for the latter to draw the appropriate inferences from the
operative part of this judgment and the grounds on which it is based (Case T-331/99 Mitsubishi HiTec Paper
Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 33). The claims are therefore inadmissible.

15 In any event, as the Office rightly points out, a trade mark may only be registered at the end of the
registration procedure, which is not completed by an assessment of the absolute grounds for refusal.

16 Moreover, as regards the textiles and textile goods, not included in other classes; bed and table covers
falling within Class 24 of the Nice Classification, the applicant's claim is devoid of purpose since the decision
of the examiner to refuse in part the application for the Community trade mark ELLOS does not refer to
those products and, consequently, they are not the subject-matter of the contested decision.

Application for annulment of the contested decision

17 The applicant puts forward three pleas in law, alleging, first, infringement of Article 7(1)(c) of Regulation
No 40/94; second, failure of the Office to comply with its obligation to harmonise Community trade-mark law
in that it failed to take into account prior registrations in Spain and, third, breach by the Office of the
obligation to accept the offer to restrict the products and services in respect of which registration was sought.

The first plea, alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

18 The applicant maintains that the word ELLOS is sufficiently distinctive in character to become
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a Community trade mark. According to the applicant, even if the word ellos is the third person plural of the
personal pronoun in the Spanish language, it is not devoid of distinctive character per se.

19 The applicant states that it is clear from the grounds of the contested decision that the word ELLOS is not
a term used in the clothing trade or in the mail-order business. The applicant maintains that it created the
mark specifically for that sector and that, even for the Spanish-speaking consumer, it can have only vague
semantic connotations.

20 Furthermore, the applicant contends that, even if the Court of First Instance were to find that the sign in
question is devoid of distinctive character in respect of the goods falling within Class 25 of the Nice
Classification, that finding could not apply in respect of customer services for mail-order sales falling within
Class 35 of the Nice Classification, since the third person plural of the personal pronoun in the Spanish
language has no meaning so far as those services are concerned. Finally, the applicant maintains that the claim
in respect of the services within Class 35 of the Nice Classification must be examined independently of that
in respect of the goods within Class 25 of that classification.

21 The Office points out that, for the goods and services referred to in the application, the word ELLOS will
be directly understood by Spanish-speaking consumers as meaning clothing, footwear, headgear or customer
services for mail-order sales to male customers.

22 The Office points out that assessment of distinctive character must be carried out in an identical way for
the products and services falling within the same sector and that that approach was confirmed by the Court in
Case T-345/99 Harbinger v OHIM (TRUSTEDLINK) [2000] ECR II-3525, paragraph 39.

23 Furthermore, according to the Office, the descriptive nature of a trade mark does not depend only on
whether the term which forms the sign in respect of which registration is sought bears one or more meanings.

24 The Office submits that the word ELLOS, when used in connection with the goods and services referred to
by the applicant in its application, will immediately, and without further thought or any other reasoning being
necessary, inform Spanish-speaking consumers that those goods and services are intended especially for men.

Findings of the Court

25 It should be observed, as a preliminary point, that, in the contested decision, the refusal to register the
term applied for is based solely on the descriptive nature of that term. Accordingly, in spite of the applicant's
use of the word distinctive, the plea should be understood as referring to the descriptive nature of the term
applied for.

26 Under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered. Furthermore, Article 7(2) of Regulation No 40/94 provides that
[p]aragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

27 Article 7(1)(c) of Regulation No 40/94 prevents the signs or indications referred to therein from being
reserved to one undertaking alone because they have been registered as trade marks. That provision thus
pursues an aim in the public interest, which requires that such signs or indications may be freely used by all
(see, to that effect, Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph
25).
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28 Furthermore the signs referred to by Article 7(1)(c) of Regulation No 40/94 are signs regarded as incapable
of performing the essential function of a trade mark, namely that of identifying the commercial origin of the
goods or services, thus enabling the consumer who acquired the product or service to repeat the experience, if
it proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent acquisition.

29 The distinctiveness of a trade mark must be assessed, first, in relation to the goods or services in respect
of which registration of the sign has been requested (see Case T-135/99 Taurus-Film v OHIM (Cine Action)
[2001] ECR II-379, paragraph 25, and Case T-136/99 Taurus-Film v OHIM (Cine Comedy) [2001] ECR
II-397, paragraph 25) and, second, in relation to the perception of the section of the public targeted which is
composed of the consumers of those products or services.

30 In the present case, the section of the public targeted is deemed to be the average, reasonably
well-informed and reasonably observant and circumspect consumer (see, to that effect, Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26, and Case T-359/99 DKV v OHIM (EuroHealth) [2001]
ECR II-1645, paragraph 27). Given the nature of the goods and services in question (clothing and mail-order
services), they are intended for general consumption.

31 Furthermore, it is not in dispute that the existence of the absolute ground for refusal referred to in the
present case is raised only in respect of part of the Community, namely Spain (paragraph 18 of the contested
decision). Thus, pursuant to Article 7(2) of Regulation No 40/94, the section of the public targeted, in relation
to which the absolute ground for refusal should be assessed, is Spanish-speaking consumers.

32 In those circumstances, it is necessary to determine whether, in the context of the application of the
absolute ground for refusal under Article 7(1)(c) of Regulation No 40/94, there is, for that section of the
public targeted, a direct and specific relationship between the word ELLOS and clothing, footwear, headgear
or customer services for mail-order sales.

33 As regards the question whether, for the section of the public targeted, there is a direct and specific
relationship between the sign in question and clothing, footwear, headgear, the Board of Appeal rightly
considered that the word ELLOS, as the third person plural pronoun in the Spanish language, may be used, in
the Spanish-speaking part of the Community, to designate the purpose of those goods, namely clothing,
footwear, headgear for male customers.

34 Given the differences which usually exist between clothing for men and clothing for women, the conveying
of the information that the clothing is intended for male customers represents an essential characteristic of the
goods in question which is taken into account by the section of the public targeted.

35 It follows that the word ELLOS enables the section of the public targeted to establish immediately, and
without further thought, a specific and direct relationship between the sign and the clothing, footwear,
headgear for male customers which are included in the category clothing, footwear, headgear sought by the
application for registration in issue.

36 Since the applicant sought registration of the sign at issue in respect of all clothing, footwear, headgear,
without distinguishing between them, the assessment of the Board of Appeal in respect of that category as a
whole must be upheld (see, to that effect, EuroHealth, cited above, paragraph 33).

37 In those circumstances, the link between the meaning of the word ELLOS, on the one hand, and clothing,
footwear, headgear, on the other, appears sufficiently close to be caught by the prohibition laid down in
Article 7(1)(c) and (2) of Regulation No 40/94 (see Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR
II-449, paragraph 24).
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38 As to whether, for the section of the public targeted, there is a direct and specific relationship between the
sign in question and the customer services for mail-order sales, the Board of Appeal considered that those
services do not expressly exclude the sale of clothing and that, accordingly, it should be assumed that they
may be related to the sale of such goods. It follows, according to the Board of Appeal, that the grounds for
refusing registration for clothing falling within Class 25 of the Nice Classification also apply in respect of the
customer services for mail-order sales falling within Class 35 of the Nice Classification (paragraph 20 of the
contested decision).

39 Thus, the Board of Appeal essentially inferred the descriptive nature of the word ELLOS in respect of the
services falling within Class 35 of the Nice Classification from the fact that the term is descriptive for the
goods falling within Class 25 of the Nice Classification. Similarly, it is clear from the Office's response and
from the explanations it gave at the hearing that it considers that those services are ancillary to the products
in issue.

40 It should be stated, first, that the issue of the descriptive nature of the term in relation to customer services
for mail-order sales as referred to in the application must be examined separately from that concerning
clothing, footwear, headgear.

41 In examining an application for a Community trade mark there are no categories of products or services
which are subordinate, or ancillary, to others. The fact that an application for a Community trade mark may
subsequently be restricted, as regards the list of products or services contained therein, pursuant to Article 44
of Regulation No 40/94, or that the trade mark may be transferred in respect of some of the good or services
under Article 17 of that regulation confirms that each product or service, or category thereof, must be
analysed separately.

42 It should next be stated that the section of the public targeted will not immediately, and without further
thought, establish a specific and direct relationship between customer services for mail-order sales and the
word ELLOS. As regards the services referred to in the application for the trade mark, the sex of the
customers for whom the services in question are intended does not constitute a relevant aspect or an essential
characteristic of those services.

43 If the sign in issue suggests customer services for mail-order sales, or one of their characteristics, to the
section of the public targeted it does so, at most, indirectly and does not enable that public immediately, and
without further thought, to perceive a description of the services in question or of one of their characteristics,
in particular their intended use.

44 Accordingly, the relationship between the word ELLOS and customer services for mail-order sales, as
described by the Board of Appeal in the contested decision, is too indeterminate and vague to be caught by
the prohibition laid down in Article 7(1)(c) of Regulation No 40/94.

45 It follows that the Board of Appeal was wrong in holding that the word ELLOS is exclusively descriptive
as regards customer services for mail-order sales and that the present plea should therefore be upheld to that
extent.

The second plea, alleging failure of the Office to comply with its obligation to harmonise Community
trade-mark law in that it failed to take into account prior registrations in Spain

Arguments of the parties

46 According to the applicant, the Office failed to take into account the fact that there exist in Spain
registered trade marks consisting of, or including, the word ellos and, therefore, failed to fulfil its duty to
harmonise Community trade-mark law. In that connection, the applicant refers to two Spanish registrations:
trade mark No 728769, ELLOS, in respect of goods falling within Class 25 of the Nice Classification, and
trade mark No 1617871, Q-ELLOS, in respect of services falling within Class 35 of that classification.
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47 The applicant maintains that the examiner ought, in particular, to have taken into consideration national
marks registered in the Member States which apply a system of examination based on absolute grounds for
refusal similar to those in Regulation No 40/94. The applicant states that the Ley de Marcas 32/1988 of 10
November 1998 (Spanish law on trade marks) lays down absolute grounds for refusal similar to those in
Regulation No 40/94. It contends, furthermore, that the arguments used by the Board of Appeal for not taking
those marks into consideration are wholly unfounded.

48 Finally the applicant cites the decision of the First Board of Appeal of 2 December 1998 in Case R
120/1998-1 LEICHT according to which the Office is to take into account decisions by national trade-mark
offices if there are doubts as to the registrability of a Community trade mark application owing to its meaning
in a language spoken in the territory where the national trade mark is registered.

49 The Office maintains that registrations in Member States are only indicative of eligibility for registration of
a Community trade mark application but are not a decisive factor for the examiner.

50 With regard to the Spanish trade marks mentioned by the applicant, the Office makes the following
comments:

- Spanish trade mark No 728769, ELLOS, was registered in 1977, before the adoption of the Ley de Marcas
32/1988, under a law, Estatuto sobre Propriedad Industrial of 26 July 1929, texto refundido of 30 April 1930)
(Spanish statute on intellectual property), which did not apply standards of absolute grounds for refusal similar
to those in Regulation No 40/94. Moreover, it was registered only for footwear as a combined (figurative and
word) mark;

- Spanish trade mark No 1617871, Q-ELLOS, was registered in 1993 for business and advertising services
within Class 35 of the Nice Classification, and is a combined (figurative and word) mark which represents an
original way of writing the word cuellos (necks).

51 Finally, the Office maintains that the contested decision is perfectly in line with the Board of Appeal's
decision of 2 December 1998 in LEICHT since, in the present case, there has been no decision by an
appellate body of the Spanish office for trade marks and patents, nor any detailed statement of grounds
justifying the decision to register the Spanish trade marks in question, and that the Board of Appeal gave
serious consideration to those two prior national registrations.

Findings of the Court

52 It should be noted, first, that the Board of Appeal took account of the prior national registrations in
finding that the two Spanish trade marks put forward as precedents did not coincide with the Community
trade mark application in question (paragraph 19 of the contested decision).

53 Next, it should be noted that, given the unitary nature of the Community trade mark, the Community trade
mark regime is an autonomous system with its own set of objectives and rules peculiar to it, and applies
independently of any national system (to that effect, Case T-32/00 Messe München v OHIM (electronica)
[2000] ECR II-3829, paragraph 47. Accordingly, the validity of the Board of Appeal's decisions must be
examined exclusively on the basis of the relevant Community legislation.

54 It follows that the national trade marks put forward by the applicant, even if registered in the language
area covered by the contested decision, are not factors which are binding on the Office. In any event, as the
Office contends in its response, they possess characteristics different from those of the Community trade mark
applied for in the present case.

55 As for the applicant's assertion that the Office failed to harmonise Community trade-mark law, in that it
failed to take into account the national trade marks referred to, it should be stated that Community trade-mark
law does not have to be harmonised by means of the Office accepting the national registrations existing in
each Member State.
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56 Finally, as regards the applicant's views in relation to the fact that the contested decision is not consistent
with the decision of the First Board of Appeal of 2 December 1998, LEICHT, it is sufficient to observe that
the applicant has not shown that that decision concerned a situation comparable to that in point in the present
case (TRUSTEDLINK, cited above, paragraph 40). In any event, the Office is not bound by its earlier
decisions, since every case must be considered on its own facts and according to the characteristics peculiar to
it.

57 It follows that the second plea must be rejected.

The third plea, alleging failure by the Office to accept restrictions on the goods and services

Arguments of the parties

58 The applicant states that it offered to withdraw Class 25 from the application for registration, but that the
Board of Appeal did not take that offer into account, contrary to Article 44(1) of Regulation No 40/94.

59 According to the Office, Regulation No 40/94 does not impose any obligation to take into account
conditional offers to restrict goods or services, as the applicant claims, and therefore, such conditional
withdrawals cannot be accepted since they are not actual withdrawals.

Findings of the Court

60 Under Article 44(1) of Regulation No 40/94, the applicant may at any time withdraw his Community trade
mark application or restrict the list of goods or services contained therein.

61 Thus, the power to restrict the list of goods or services is vested solely in the applicant for the Community
trade mark who may, at any time, apply to the Office for that purpose. In that context, the withdrawal, in
whole or part, of an application for a Community trade mark must be made expressly and unconditionally.

62 In the present case, the applicant proposed to withdraw the goods within Class 25 from the application for
the Community trade mark ELLOS if the Board was considering rejecting such an application (paragraph 13
of the contested decision). Nevertheless, the applicant did not make the withdrawal expressly and
unconditionally. Accordingly, the applicant cannot be held to have made a partial withdrawal of the
application in question for a Community trade mark.

63 It follows that the third plea must be rejected.

64 In the light of the foregoing, the contested decision must be annulled in so far as it concerns customer
services for mail-order sales (Class 35 of the Nice Classification), and the remainder of the application must
be dismissed.
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NATIONA Sweden

NOTES Poisson, Bénédicte: Recueil Le Dalloz 2002 Jur. p.1351

PROCEDU Application for annulment - successful ; Application for annulment - unfounded

DATES of document: 27/02/2002
of application: 18/08/2000
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002.

Hershey Foods Corporation v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Figurative mark 'Kiss device with plume' - Right to be heard - Article 73 of
Regulation (EC) No 40/94 - Prior registration of the mark in certain Member States.

Case T-198/00.

1. Community trade mark - Decisions of the Office - Observance of the rights of the defence

(Council Regulation No 40/94, Art. 73)

2. Community trade mark - Appeals procedure - Appeal against a decision of the examiner - Examination by
the Board of Appeal - Scope

(Council Regulation No 40/94, Art. 62(1))

3. Community trade mark - Definition and acquisition of a Community trade mark - Prior registration of the
trade mark in certain Member States - Effect

(Council Regulation No 40/94, Art. 7)

$$1. When the Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) has a case before it seeking to overturn a refusal to register a Community mark, it may, in the
examination of the file, use any of the items of information included in the application form, without first
having to give the applicant the opportunity to comment on them. More specifically, the Board of Appeal is
under no obligation to invite the applicant to present its views on the words entered on the form by the
applicant itself, where they do not appear to be an obvious error on the part of the trade mark applicant.

(see para. 20 )

2. In cases brought before the Boards of Appeal of the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) seeking to overturn a refusal to register a Community mark, the Boards of Appeal must
be able to base their decisions on arguments not presented before the examiner to the extent to which the
party concerned has been able to comment on the matters affecting the application of the legal provision in
question. As there is in principle a continuity of function between the examiner and the Boards of Appeal, the
latter may re-examine the application without being limited by the examiner's reasoning.

(see para. 25 )

3. In the context of an application for registration of a Community mark, registrations already effected in
Member States, or even in non-Member States, are factors which are not decisive for the purposes of the
examination of the absolute grounds for refusal set out in Article 7 of Regulation No 40/94. Because of the
unitary character of the Community trade mark, the Community trade mark regime is an autonomous legal
system with a set of objectives peculiar to itself; it applies independently of any national system.
Consequently, the eligibility of a mark for registration as a Community trade mark must be assessed solely on
the basis of the relevant Community legislation, with national trade mark registrations being factors which are
not binding on the Office for Harmonisation in the Internal Market (Trade Marks and Designs), but which
may nevertheless be taken into consideration in the examination of the absolute grounds for refusal.

(see para. 32 )

In Case T-198/00,
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Hershey Foods Corporation, established in Hershey, Pennsylvania (United States), represented by R. Wyand,
lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, J. Miranda de Sousa and A. Di Carlo, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 29 May 2000 (Case R 391/1999-3),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: J. Plingers, Administrator,

having regard to the application lodged at the Registry of the Court on 28 July 2000,

having regard to the response lodged at the Registry of the Court on 13 November 2000,

further to the hearing on 9 January 2002,

gives the following

Judgment

Costs

41 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the Office's costs, as applied for by that party.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 24 December 1997, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) pursuant to Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The figurative mark for which registration was sought is as follows:

>PIC FILE="Image1.gif">

3 The products in respect of which registration was sought come within Classes 5 and 30 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes
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of the Registration of Marks of 15 June 1957, as revised and amended.

4 By letter of 21 January 1999, the examiner informed the applicant that the trade mark did not appear to be
eligible for registration because it was devoid of any distinctive character within the meaning of Article
7(1)(b) of Regulation No 40/94 in respect of the products in Class 30 of the Nice Agreement contemplated in
the application for the mark.

5 By decision of 12 May 1999, the examiner refused the application in part, pursuant to Article 38 of
Regulation No 40/94, in so far as it related to all the products in Class 30 of the Nice Agreement, on the
grounds indicated in his letter of 21 January 1999.

6 On 12 July 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against the
examiner's decision refusing in part the application for the mark in question.

7 By decision of 29 May 2000 (hereinafter the contested decision), which was notified to the applicant on 31
May 2000, the Third Board of Appeal upheld in part the examiner's decision on the ground that the mark in
question was devoid of distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 for
most of the products in Class 30 of the Nice Agreement in respect of which registration had been sought, and
annulled the decision of the examiner in respect of certain other products in the same class.

8 In essence, the Board of Appeal found that the sign reproduced in the application represented the shape of a
confectionery product wrapped in aluminium foil which the applicant described as a kiss device with plume.
The Board of Appeal concluded that such a sign would be perceived by consumers as common and usual for
wrapping confectionery products of the kind in question in Class 30 (paragraph 19 of the contested decision).
In addition, the application was remitted back to the examiner for further prosecution concerning evidence as
to whether the trade mark had become distinctive under Article 7(3) of Regulation No 40/94 (paragraph 2 of
the operative part of the contested decision).

Arguments of the parties

9 The applicant claims that the Court should:

- alter the decision of the Third Board of Appeal so as to annul the examiner's decision in refusing the
claimed mark and direct that the claimed mark be registered for all the products applied for.

10 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

11 In support of its action, the applicant puts forward two pleas in law, the first alleging infringement of
Article 73 of Regulation No 40/94 and the second infringement of Regulation No 40/94 for not giving
sufficient weight to prior national registrations.

The plea alleging infringement of Article 73 of Regulation No 40/94

Arguments of the parties

12 The applicant submits that the contested decision infringes Article 73 of Regulation No 40/94 because it
was based on reasons and evidence concerning the four following points, on which the applicant had no
opportunity to present its comments.

13 First, the Third Board of Appeal considered important the words kiss device with plume, inserted in the
space reserved for representation of a word mark in the application form for a Community
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trade mark, whereas the applicant had applied for the registration of a figurative mark. However, those words
were inserted in the form by mistake and were not a description of the sign applied for. They should therefore
be ignored. Had the matter been put to the applicant for its comments, this point would have been made clear.

14 The applicant submits, secondly, that it was given no opportunity to comment on the dictionary definitions
of the word kiss in Webster's Ninth New Collegiate Dictionary and The New Shorter Oxford English
Dictionary, in particular as to the validity and relevance of those definitions to the present case.

15 Thirdly, the applicant considers that it was not given the opportunity to comment on the Board of Appeal's
statement that the mark in question represented the form of a confectionery product commonly known as a
kiss (paragraph 13 of the contested decision). It submits that there is no confectionery product commonly
known as such.

16 The applicant criticises, fourthly, the Board of Appeal's finding that the graphic mark would be perceived
by the relevant public as a common and usual shape for confectionery wrapped in aluminium foil, as referred
to in the Community trade mark application in question, under Class 30 of the Nice Agreement (paragraph 19
of the contested decision). In so far as that finding resulted from a misunderstanding of the dictionary
definitions of the word kiss, the applicant had no opportunity to put forward its opinion. Finally, the applicant
contends that it did not accept that the mark in question is in the shape of a kiss wrapped in aluminium foil
and that it was given no opportunity to comment on that matter, either.

17 The Office submits that the Third Board of Appeal did not infringe Article 73 of Regulation No 40/94, as
it was under no obligation to give the applicant the opportunity to comment either on the relevance of the
words kiss device with plume or on the validity of the dictionary definitions for the word kiss.

18 It contends that the sign in question is devoid of any distinctive character as it simply represents a drawing
of a usual shape of confectionery wrapped in aluminium foil.

Findings of the Court

19 According to Article 73 of Regulation No 40/94, decisions of the Office are to be based only on reasons
on which the parties concerned have had an opportunity to present their comments.

20 First, as regards the applicant's complaint that it did not have an opportunity to comment on the relevance
of the words kiss device with plume, which it alleges it mistakenly inserted in the space reserved for
representation of the word mark in the trade mark application form, the Court notes that the decision of the
Board of Appeal is based on factors which were present in the trade mark application file and which were
known to the applicant. When the file was examined, the Board of Appeal was entitled to use any of the
items of information included in the application form, without first having to give the applicant the
opportunity to comment on them. The Board of Appeal was under no obligation to invite the applicant to
present its views on the words kiss device with plume entered on the form by the applicant itself, since they
did not appear to be an obvious error on the part of the trade mark applicant.

21 Accordingly, the Board of Appeal did not infringe Article 73 of Regulation No 40/94 when it took account
of the words kiss device with plume on the application form.

22 Secondly, the applicant submits that it should have been given the opportunity to comment on the
definitions of the word kiss in the dictionaries used by the Board of Appeal, in particular as to the validity
and relevance of those definitions in the present case.

23 In that connection, the examiner, both in his letter of 21 January 1999 and the decision of
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12 May 1999 refusing the application, considered that the mark was devoid of any distinctive character
because it consisted of the ordinary representation of a kiss. To ascertain whether that assessment was correct,
the Board of Appeal had to examine the meaning of that word. Using the dictionaries, it found that it could
mean the shape of certain products in respect of which the trade mark was requested. This enabled it to
confirm the assessment of the examiner, according to which the mark represented one of the usual shapes of
such a product. In those circumstances, the reference to the dictionary definitions of the word kiss forms a
relevant part of the reasoning of the Board of Appeal.

24 In those circumstances, the use by the Board of Appeal of the dictionary definitions to shed light on the
meaning of the term kiss cannot be considered to be a reason, within the meaning of Article 73 of Regulation
No 40/94, on which the applicant should have been given the opportunity to present its comments.
Accordingly, the reference in the contested decision to the dictionary definitions of the term kiss does not
infringe that provision.

25 In any event, the Boards of Appeal must be able to base their decisions on arguments not presented before
the examiner to the extent to which the party concerned has been able to comment on the matters affecting
the application of the legal provision in question. As there is in principle a continuity of function between the
examiner and the Boards of Appeal, the latter may re-examine the application without being limited by the
examiner's reasoning (see, to this effect, Case T-122/99 Procter & Gamble v OHIM (Soap bar shape) [2000]
ECR II-265, paragraph 27).

26 Thirdly and lastly, the applicant argues that it did not have the opportunity to comment on the statements
of the Board of Appeal to the effect that the mark in question represents the shape of confectionery
commonly known as a kiss and that that mark would be perceived by consumers as a common and usual
shape for confectionery products wrapped in aluminium foil.

27 In that regard, it must be observed that the examiner's decision of 12 May 1999 had already affirmed that
the mark simply consists of the ordinary representation of a kiss, and that it is commonplace that kisses are
round-shaped and wrapped in paper or foil as represented in the above mark. Thus, the reasoning of the
examiner's decision enabled the applicant to take cognisance of why its application for a Community trade
mark registration was refused and to challenge that decision effectively before the Board of Appeal (see Case
T-135/99 Taurus-Film v OHIM (Cine Action) [2001] ECR II-379, paragraph 35; and Case T-136/99
Taurus-Film v OHIM (Cine Comedy) [2001] ECR II-397, paragraph 35), as is shown in the grounds of its
appeal before the Third Board of Appeal. It follows that the applicant knew the substance of the reasons on
which the Board of Appeal based its confirmation of the refusal of the application for a trade mark and thus
had the opportunity to comment on them.

28 Accordingly, the Board of Appeal did not infringe Article 73 of Regulation No 40/94 by not inviting the
applicant to comment on the questions set out above, since the Board of Appeal did not base its decisions on
new reasons, which were not to be found in the examiner's decision and on which the applicant had not had
the opportunity to present its comments. In the light of the foregoing, the first plea put forward by the
applicant cannot be upheld.

On the second plea, alleging infringement of Regulation No 40/94, for failure to give sufficient weight to
prior national registrations, and on the examination by the Court of its own motion of compliance with the
obligation to give reasons on that point

Arguments of the parties

29 According to the applicant, the Board of Appeal, in paragraph 22 of the contested decision, infringed
Regulation No 40/94 by not taking sufficient account of the fact that marks identical to the sign which is the
subject of the claim for a Community trade mark in question here had been
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registered in France, Ireland, Benelux, Spain and Greece.

30 The applicant points out that, by virtue of the 16th recital in the preamble to Regulation No 40/94,
contradictory judgments should be avoided following actions involving the same acts and the same parties and
which are brought on the basis of a Community trade mark and parallel national trade marks. The applicant
further submits that it necessarily follows from that recital that the provisions of Regulation No 40/94 must be
interpreted in same manner as those of First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1). The Office was,
therefore, required to take into consideration the decisions of national trade mark offices of Member States on
identical signs and depart from those decisions only if they were clearly wrong.

31 The Office contends that the plea put forward by the applicant is based on a misunderstanding, first, of the
existing relationship between the Community trade mark system and Member States' national trade mark
systems and, secondly, of the wording of the 16th recital in the preamble to Regulation No 40/94.

Findings of the Court

32 It must be borne in mind that, according to the first recital in the preamble to Regulation No 40/94, the
purpose of the Community trade mark is to enable the products and services of undertakings to be
distinguished by identical means throughout the entire Community, regardless of frontiers. Registrations
already effected in Member States, or even in non-Member States, are therefore a factor which is not decisive
for the purposes of the examination of the absolute grounds for refusal set out in Article 7 of Regulation No
40/94 in the context of an application for registration of a Community trade mark (see, to this effect, the Soap
bar shape judgment, cited above, paragraphs 60 and 61). Because of the unitary character of the Community
trade mark, the Community trade mark regime is an autonomous legal system with a set of objectives peculiar
to itself; it applies independently of any national system (Case T-32/00 Messe München v OHIM (electronica)
[2000] ECR II-3829, paragraph 47). Consequently, the eligibility of a mark for registration as a Community
trade mark must be assessed solely on the basis of the relevant Community legislation. It follows that national
trade mark registrations are factors which are not binding on the Office. They may nevertheless be taken into
consideration in the examination of the absolute grounds for refusal.

33 In that regard, the effect which national registrations may have on the assessment of the eligibility of a
claimed mark for registration in the context of the grounds set out in Article 7 of Regulation No 40/94
depends on the specific circumstances in the case in point.

34 In the present case, the applicant drew the attention of the Board of Appeal in particular to the registration
effected in Ireland, arguing that the criteria for registration of trade marks in that Member State were, prior to
the transposition of Directive 89/104, more stringent than those applicable under Regulation No 40/94.
However, the applicant did not support its assertions by giving particulars concerning the content of Irish law.
Nor does the information it provided on the registration of the trade mark in Ireland make it possible to
determine with certainty that the use of the sign was not taken into consideration when its distinctive character
was examined by the national authorities. The information provided by the applicant on the other national
registrations of the claimed Community mark is no more specific.

35 In those circumstances, the Board of Appeal cannot be criticised for having failed to appreciate correctly
the weight to be accorded to the national registrations relied on by the applicant.

36 As regards, next, the question of the reasoning in the contested decision on this point, a question which
was raised at the hearing and which the Court therefore must examine of its own motion, it must be observed
that, in the contested decision, the Board of Appeal stated that it had taken
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account of the prior national registrations relied on by the applicant (paragraphs 21 and 22 of the contested
decision). The Board of Appeal cannot be criticised for having expressed its reasons on this point succinctly
in the contested decision, since the applicant did not give any specific information on the national registrations
which would have called for a detailed examination by the Board of Appeal before it could be discounted. It
follows that the Office did not infringe the obligation to state reasons laid down in Article 73 of Regulation
No 40/94.

37 The applicant's argument concerning the failure by the Office to comply with the obligation to avoid
contradictory judgments, as expressed in the 16th recital in the preamble to Regulation No 40/94, cannot be
accepted. As pointed out by the Office, the 16th recital in the preamble to Regulation No 40/94 is essentially
aimed at avoiding contradictory judgments between national courts, arising either from national procedural
rules or from provisions inspired by the rules on lis pendens and related actions of the 1968 Brussels
Convention on jurisdiction and the enforcement of judgments in civil and commercial matters (consolidated
version) (OJ 1998 C 27, p. 1). That recital does not, however, refer to administrative decisions taken by the
Office and by national offices in the Member States.

38 Finally, the fact that, in principle, the parallel provisions of Directive 89/104 and Regulation No 40/94
must be interpreted in the same manner does not alter the above findings in any way.

39 It follows that the plea now under consideration cannot be upheld.

40 The application must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2002.

KWS Saat AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Regulation (EC) No 40/94 - Colour (shade of orange) - Absolute ground for

refusal - Distinctive character - Statement of reasons.
Case T-173/00.

1. Community trade mark - Registration procedure - Withdrawal, restriction and amendment of the trade mark
application - Application to restrict the list of goods and services - Detailed rules - Application made orally
before the Court of First Instance - Application that does not comply with those rules and having the effect of
altering the subject-matter of the dispute

(Council Regulation No 40/94, Art. 44; Commission Regulation No 2868/95, Art. 1, Rule 13)

2. Community trade mark - Definition and acquisition of the Community trade mark - Signs capable of
constituting a trade mark - Colours or colour combinations - Condition - Distinctive character

(Council Regulation No 40/94, Art. 7(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Signs consisting of colours or colour combinations -
Distinctive character - Assessment criteria

(Council Regulation No 40/94, Art. 7(1)(b))

4. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks devoid of any distinctive character - Shade of orange HKS7

(Council Regulation No 40/94, Art. 7(1)(b))

5. Community trade mark - Procedural provisions - Statement of reasons for decisions - Purpose

(Council Regulation No 40/94, Art. 73)

$$1. Under Article 44 of Regulation No 40/94 on the Community trade mark, and Rule 13 of Regulation No
2868/95 implementing it, on the applicant's right to restrict the list of goods or services specified in the
application, the list may be restricted only in accordance with certain detailed rules. Where an application
made by the applicant orally at the hearing before the Court of First Instance does not comply with those
rules, it cannot be considered to be an application for amendment within the meaning of those provisions.
Furthermore, to allow such an application would be tantamount to changing the subject matter of the dispute
pending before the Court and so infringe the principle of audi alteram partem. That does not preclude the
possibility of a partial withdrawal, however.

(see paras 11-13 )

2. Colours or colour combinations per se may constitute Community trade marks within the meaning of
Regulation No 40/94 in so far as they are capable of distinguishing the goods or services of one undertaking
from those of another. However, the fact that a category of signs is, in general, capable of constituting a trade
mark does not mean that signs belonging to that category necessarily have distinctive character for the
purposes of Article 7(1)(b) of that regulation in relation to a particular product or service.

(see paras 25-26 )

3. Whilst Article 7(1)(b) of Regulation No 40/94, which provides that trade marks which are devoid of any
distinctive character are not to be registered, does not draw any distinction between different types of sign, the
relevant public's perception is not necessarily the same in the case of a sign
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composed of a colour or colour combination per se as it is in the case of a word or figurative mark, where
the sign is independent of the appearance of the goods which it identifies. While the public is accustomed to
perceiving word or figurative marks immediately as signs identifying the commercial origin of the goods, the
same is not necessarily true where the sign forms part of the external appearance of the goods or where the
sign is composed merely of a colour or colours used to signal services.

Furthermore, in so far as the relevant public recognises the sign as an indication of the commercial origin of
the goods or services, the fact that it serves several purposes simultaneously, other than that of indicating
commercial origin, including a technical or decorative function, is immaterial to its distinctive character.

(see paras 29-30 )

4. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. With regard to the registration sought in respect of the
shade of orange per se with standard reference HKS7 for agricultural, horticultural and forestry goods, the
colour is not distinctive. The use of colours, including the shade of orange claimed or very similar shades, for
those goods is not rare for such goods, in particular as regards seeds. The sign applied for will therefore not
enable the relevant public immediately and with certitude to distinguish the goods of the undertaking in
question from those of other undertakings which are coloured other shades of orange.

Nor is the sign distinctive for seed treatment installations. Being commonplace, the colour orange will not
enable the relevant public to distinguish immediately and with certainty the installations of the undertaking in
question from machines in similar shades of orange with a different commercial origin. It will thus perceive
the colour claimed as merely an element of the finish of the goods in question.

On the other hand, as regards the registration sought for technical and business consultancy in the area of
plant cultivation, in particular in the seed sector, the sign composed of the shade of orange per se is capable
of enabling the relevant public to distinguish the services concerned from those of a different commercial
origin when they come to make a choice on the occasion of a subsequent purchase. First, since a colour does
not attach to the service itself, services by nature having no colour, nor does it confer any substantive value,
the relevant public can distinguish between use of a colour as mere decoration and its use as an indication of
the commercial origin of the service. Secondly, in so far as it has not been established that the colour fulfils
other more immediate functions, the colour is easily and instantly memorable to the relevant public as a
distinctive sign for the services specified.

(see paras 33, 40, 42, 44, 46 )

5. The duty of the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to state the
reasons on which its decisions are based, which is laid down in the first sentence of Article 73 of Regulation
No 40/94 on the Community trade mark, must enable the applicant, if need be, to take cognisance of the
reasons for refusing its application for registration and to challenge the contested decision effectively.

(see paras 54-55 )

In Case T-173/00,

KWS Saat AG, established in Einbeck (Germany), represented by G. Würtenberger, lawyer, with an address
for service in Luxembourg,
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applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, E. Joly, J. Miranda de Sousa and A. Di Carlo, acting as Agents,

defendant,

ACTION brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 19 April 2000 (Case R 282/1999-2),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: R.M. Moura Ramos, President, J. Pirrung and A.W.H. Meij, Judges,

Registrar: B. Pastor, Principal Administrator,

having regard to the application lodged at the Registry of the Court on 28 June 2000,

having regard to the response lodged at the Registry of the Court on 10 October 2000,

having regard to the reply lodged at the Registry of the Court on 9 January 2001,

having regard to the rejoinder lodged at the Registry of the Court on 20 February 2001,

further to the hearing on 26 February 2002,

gives the following

Judgment

Costs

62 Under Article 87(3) of the Rules of Procedure of the Court of First Instance, where each party succeeds on
some and fails on other heads the Court may order that the costs be shared. In this case, since the applicant
has been successful only in regard to the services category, it must bear its own costs and two thirds of the
costs incurred by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber),

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 19 April 2000 (Case R 282/1999-2) in regard to services in Class 42;

2. Dismisses the remainder of the action;

3. Orders the applicant to bear its own costs and two thirds of the costs incurred by the defendant. The
defendant shall bear one third of its costs.

Background to the dispute

1 On 17 March 1997 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM, hereinafter the Office) under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.
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2 The sign in respect of which registration was sought was the shade of orange per se with standard reference
HKS7.

3 The goods and services in respect of which registration of the sign was sought are in Classes 7, 11, 31 and
42 of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes
of the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the following
descriptions:

- Treatment installations for seeds, namely for the cleaning, dressing, pilling, calibration, treatment with an
active agent, quality control and sifting of seeds in Class 7;

- Installations for drying seeds in Class 11;

- Agricultural, horticultural and forestry products in Class 31;

- Technical and business consultancy in the area of plant cultivation, in particular in the seed sector in Class
42.

4 By a decision of 25 March 1999, the examiner refused the application under Article 38 of Regulation No
40/94, on the ground that the mark applied for was not distinctive within the meaning of Article 7(1)(b) of
that regulation.

5 On 21 May 1999 the applicant filed an appeal against the examiner's decision at the Office under Article 59
of Regulation No 40/94.

6 By a decision of 19 April 2000 (hereinafter the contested decision), which was served on the applicant on
28 June 2000, the Second Board of Appeal dismissed the appeal. It essentially found that the mark claimed
was devoid of any distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94.

Forms of order sought

7 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

8 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

9 At the hearing the applicant made an oral application to restrict the list of goods and services specified in
the trade mark application. The list would essentially be confined to industrial goods and services for Classes
7 and 11, and agro-industrial goods and services for Classes 31 and 42. The applicant argues that restricting
the list in this way makes it clearer who the business sectors actually concerned are.

10 The defendant considers, first, that such an application may not be made during the course of the
proceedings and, second, that, even with such a restriction, the colour of the goods specified would not be
distinctive for the relevant industrial sectors.

11 In that regard it must be borne in mind that the power to restrict the list of goods or services is vested
solely in the applicant for the Community trade mark, who may at any time apply to the Office for that
purpose under Article 44 of Regulation No 40/94 and Rule 13 of Commission Regulation (EC) No 2868/95 of
13 December 1995 implementing Regulation No 40/94 (OJ 1995 L 303, p. 1).

12 It is clear from those provisions that the list of goods and services specified in a Community
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trade mark application may be restricted only in accordance with certain detailed rules. Since the application
made by the applicant orally at the hearing does not comply with those rules, it cannot be considered to be an
application for amendment within the meaning of those provisions. It does not appear from the file that the
applicant made an application for amendment in the course of the procedure before the Board of Appeal (see,
to that effect, Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449).

13 Secondly, to allow this application would be tantamount to changing the subject matter of the dispute
pending before the Court and so infringe the principle of audi alteram partem. Under Article 135(4) of the
Rules of Procedure of the Court of First Instance, the parties' pleadings may not change the subject-matter of
the proceedings before the Board of Appeal. The task of the Court of First Instance in these proceedings is to
review the legality of decisions of the Boards of Appeal. A fortiori, to restrict the list of goods and services,
and therefore to alter the relevant public, in the course of the hearing before the Court of First Instance would
necessarily alter the scope of the proceedings in a manner contrary to the Rules of Procedure. That does not
preclude the possibility of a partial withdrawal, however, although that has not arisen here.

14 In the light of the foregoing considerations, the application to restrict the list of goods and services
identified in the trade mark application must be refused as inadmissible. Accordingly these proceedings relate
to the position as the Board of Appeal considered it.

The application for annulment

15 The applicant advances two pleas in law in support of its application, alleging, first, infringement of
Article 7(1)(b) of Regulation No 40/94 and, second, infringement of Articles 73 and 74 of Regulation No
40/94.

Plea alleging infringement of Article 7(1)(b) of Regulation No 40/94.

Arguments of the parties

16 The applicant argues that customers perceive colours as an indication of the commercial origin of the
goods in question. That is clear from the advertising used by the company which offers coloured seeds as a
means of differentiating them from competitors' seeds. The applicant points out that all manufacturers use their
own typical colour and indeed some seeds are sold in coloured form only.

17 It observes that the colours usually used for seeds are various shades of blue, yellow or red, and not
orange, which is therefore an imaginative, unusual and original colour for the goods referred to. In addition,
the particular shade of orange applied for, standard HKS7, is not the natural colour of the goods concerned. It
is therefore immediately obvious to the relevant customers that, where the goods are coloured with HKS7
orange, they originate from a very specific supplier.

18 The applicant also disagrees with the Board of Appeal's view that the colour in question must be kept free.
Unlike other colours in general use, orange is extremely unusual in the target business sector. Competitors
therefore have no need to use that particular colour.

19 The applicant notes that the usual colour used for treatment installations for seeds is red rather than
orange, and that such installations are distinct from agricultural machinery in general.

20 With regard to technical and business consultancy in the area of plant cultivation, the applicant argues that
the one example of a Netherlands undertaking that uses orange in connection with services relating to the
supply to the agricultural sector of advertising and the dissemination of information, which was first cited by
the Office only at this stage of the proceedings, bears no relation to the services offered by the applicant and
is not, therefore, sufficient to support the contention that orange is commonplace in the specific area of those
services.
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21 The Office considers that, in order for a colour per se to be capable of registration as a trade mark, it
must be capable of distinguishing the goods and services concerned, and the public must be able to recognise
it as a trade mark without any prior information. The colour itself must enable the commercial origin of the
goods and services with which it is associated to be identified without the help of additional features, yet not
convey any other information to consumers.

22 The Office argues that some seeds are naturally orange. The consumer will therefore associate the colour
with the goods and not with their commercial origin. The Office points out that the purpose of the colour is
to draw the consumer's attention to certain specific characteristics, such as a treatment which the goods have
undergone or a condition of their use, not to indicate their commercial origin. It argues that, even where a
colour's purpose is to indicate commercial origin, an association in the mind of the consumer between a colour
and a manufacturer can only be built up by consistent and reliable use.

23 The Office notes that use of all shades of orange is very widespread for agricultural machinery. Moreover,
orange is the natural colour of red lead, an anti-corrosive used on such machinery. Standard HKS7 orange is
therefore not perceived as an indication of the commercial origin of those machines, but as either decorative
or functional. In addition, the Office claims that, given their characteristics and purpose, treatment installations
for seeds fall under the general category of agricultural machinery, for which various hues of red and orange
are commonplace.

24 With regard to the services, the Office points out that colours are used in all business sectors for
decorative purposes and are therefore not perceived by consumers as indicating the commercial origin of the
goods but merely as a decorative aspect of their commercial presentation. In this case, the Office considers
that there is nothing to cause the consumer to associate the colour in question with the identity of the
commercial origin of the services. Moreover, it notes that at least one of the applicant's competitors uses the
colour orange and that that colour cannot therefore be regarded as wholly exceptional for those services.

Findings of the Court

25 It must first of all be observed that colours or colour combinations per se may constitute a Community
trade mark in so far as they are capable of distinguishing the goods or services of one undertaking from those
of another.

26 However, the fact that a category of signs is, in general, capable of constituting a trade mark does not
mean that signs belonging to that category necessarily have distinctive character for the purposes of Article
7(1)(b) of Regulation No 40/94 in relation to a particular product or service.

27 Signs that are devoid of any distinctive character under Article 7(1)(b) of Regulation No 40/94 are
incapable of performing the essential function of a trade mark, namely that of identifying the origin of the
goods or services, thus enabling the consumer who acquired them to repeat the experience, if it proves to be
positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent acquisition.

28 A sign's distinctive character can be assessed only by reference, first, to the goods or services in respect of
which registration is sought and, secondly, to the relevant public's perception of it.

29 Next, it must be observed that Article 7(1)(b) of Regulation No 40/94 does not draw any distinction
between different types of sign. However the relevant public's perception is not necessarily the same in the
case of a sign composed of a colour or colour combination per se as it is in the case of a word or figurative
mark, where the sign is independent of the appearance of the goods which it identifies. While the public is
accustomed to perceiving word or figurative marks immediately
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as signs identifying the commercial origin of the goods, the same is not necessarily true where the sign forms
part of the external appearance of the goods or where the sign is composed merely of a colour or colours
used to signal services.

30 Lastly, it must be pointed out that colours or colour combinations may have a number of functions,
including technical or decorative, or as indicating the commercial origin of goods or services. In that
connection, in so far as the relevant public recognises the sign as an indication of the commercial origin of
the goods or services, the fact that it serves several purposes simultaneously is immaterial to its distinctive
character.

31 In this case, the Board of Appeal found that the services [in question] are not everyday goods, but are
targeted at a specialist market operating in a particular sector. The relevant public must be regarded as a
particular sector of the public which is more knowledgeable and attentive than the general public. Nevertheless
that public neither specialises in each of the goods and services taken separately, as the applicant indirectly
suggests, nor is it a lay public made up of the sectors concerned generally, as defined by the Office at the
hearing.

32 With regard to agricultural, horticultural and forestry products in Class 31, and especially seeds, which
were the goods mentioned in particular by the applicant, it must be considered that, in view of their nature,
and in particular their size and shape, which may make it difficult to affix a word or figurative mark to them,
since the degree of knowledge of the relevant public enables it immediately to distinguish the shade of colour
claimed from the natural colour of the goods, that public can recognise the colour as a specific aspect of the
goods that enables their commercial origin to be identified. Moreover, since the seeds are for planting in the
earth out of sight, the relevant public will not be led to think that the shade of colour has any decorative or
aesthetic function, but understand that it is intended to distinguish the goods so coloured from goods of a
different commercial origin.

33 None the less, as the Board of Appeal found at paragraph 18 of the contested decision, the use of colours,
including the shade of orange claimed or very similar shades, for those goods is not rare. The sign applied for
will therefore not enable the relevant public immediately and with certitude to distinguish the applicant's goods
from those of other undertakings which are coloured other shades of orange.

34 Further, even if the colour is not usual for certain categories of seed, such as maize or beet which were
mentioned by the applicant at the hearing, it must be observed that other colours are also used by some
undertakings to indicate that seeds have been treated.

35 In that regard it must be observed that, as was pointed out at paragraph 31 above, the relevant public has
a degree of knowledge that is at least sufficient for it not to be unaware that seed colour may, amongst other
things, indicate that seeds have been treated. In such cases, as the Board of Appeal pointed out, the relevant
public will not perceive the colour claimed as an indication of the commercial origin of the seeds concerned.

36 That conclusion cannot be gainsaid by the applicant's argument that, as far as its goods are concerned, the
colour claimed has no technical function for the purposes of seed preparation.

37 Given the general use of colours for technical purposes in the sector concerned, the relevant public cannot
immediately disregard the possibility that the use of orange is or may be intended to indicate that the seeds
have been treated. If it has no prior knowledge, the relevant public cannot infer that the orange colour applied
for indicates the commercial origin of the seeds.

38 The trade mark application is, moreover, not limited to sugar beet and maize seeds and must therefore be
assessed by reference to seeds in general, a category mentioned as an example of the
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agricultural products at issue in the trade mark application, and not by reference to the seeds of a particular
specifically-designated species.

39 As regards treatment installations in Classes 7 and 11, it must be observed that these goods fall within the
general category of agricultural machinery. The applicant did not plead any factors on the basis of which it is
possible, by reason of the nature or intended purpose of such installations, or the ways in which they are
marketed, to create a special category of goods for which certain colours are not commonly used. Moreover,
the relevant public is also the average consumer, in this case of all agricultural machinery, and not a very
specific public whose level of attention or knowledge is capable of influencing its perception of the colours
used for agricultural machinery and which is especially well-informed just with regard to treatment
installations.

40 In the light of those considerations, the Board of Appeal rightly stated, at paragraph 21 of the contested
decision, that it is not rare to come across machines in that or a similar colour. It must be held that, being
commonplace, the colour orange will not enable the relevant public to distinguish immediately and with
certainty the applicant's installations from machines in similar shades of orange with a different commercial
origin. Rather, it will perceive the colour claimed as merely an element of the finish of the goods in question.

41 As regards the services in Class 42, as is clear from paragraph 21 of the contested decision, the Board of
Appeal found that the shade claimed would not be seen as an indication of origin without additional graphic
or verbal elements.

42 In that regard the Court finds, first, that, as regards services, a colour does not attach to the service itself,
services by nature having no colour, nor does it confer any substantive value. The relevant public can
therefore distinguish between use of a colour as mere decoration and its use as an indication of the
commercial origin of the service. In the absence, inter alia, of any words, the relevant public is able to
determine at once whether the colour used in conjunction with the services is the result of an arbitrary choice
made by the undertaking supplying those services.

43 On that point, it should be noted that, in the example given by the Office to demonstrate that use of
orange for services as part of their commercial presentation is commonplace, the colour is used in combination
with other colours as part of a logo and is ancillary to the predominant word mark; it is not used per se.

44 Secondly, in so far as it has not been established that the colour fulfils other more immediate functions,
the colour is easily and instantly memorable to the relevant public as a distinctive sign for the services
specified. The fact that a colour mark lacks communicative power, because it does not by itself enable the
applicant to be identified as the supplier of the services concerned without additional graphic features, does
not affect its distinctive character. It is not necessary for the sign to convey exact information as to the
identity of the supplier of the services. It is sufficient that the mark enables the public concerned to
distinguish the services it designates from those which have a different commercial origin.

45 Further, in so far as the colour claimed for the particular services is a specific shade, many colours remain
available for identical or similar services. Accordingly, the Board of Appeal was wrong to find that
registration of the sign would unduly restrict competitors' ability to choose to use that colour to present their
services or identify their undertaking.

46 It must accordingly be concluded that the sign composed of the shade of orange per se is capable of
enabling the relevant public to distinguish the services concerned from those of a different commercial origin
when they come to make a choice on the occasion of a subsequent purchase.

47 It follows from all of the foregoing considerations that the plea alleging infringement of Article
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7(1)(b) of Regulation No 40/94 must be upheld in relation to the services in Class 42 but dismissed in regard
to agricultural, horticultural and forestry products within Class 31 and treatment installations in Classes 7 and
11.

Plea alleging infringement of Articles 73 and 74 of Regulation No 40/94

Arguments of the parties

48 The applicant argues that Article 73 of Regulation No 40/94 requires the Office to state the reasons on
which its decisions are based. That obligation is intended to compel the Office to draw up its decisions with
due care on the basis of factual research.

49 The applicant argues that the evidence on which the Office's decision was based was not communicated to
it, making it impossible to verify the accuracy of the Office's research, to comprehend the reasoning
underlying the decision and the merits thereof and, if appropriate, to contest its conclusions. The applicant
considers that it was thereby deprived of its right to a hearing, and of the option of restricting the list of
goods and services in the application.

50 Furthermore, the applicant states that any decision must, under Article 74(1) of Regulation No 40/94, be
based on specific facts. The existence in this case of decisions similar to the contested decision does not
remove the requirement to give reasons.

51 The Office states that a distinction must be drawn between the duty to give reasons and a duty to produce
evidence conclusively to prove the substantive facts and correctness in law of that reasoning.

52 It points out that Article 73 of the Regulation must be construed in the light of the Community case-law,
which provides that the extent of the duty to give reasons varies according to the nature of the act in question
and the context in which it was adopted.

53 The Office states that by, exceptionally, giving the applicant the opportunity to submit a reply, the Court
of First Instance specifically intended to enable it to contest the pertinence of the Office's arguments and the
evidence adduced in support thereof.

Findings of the Court

54 First of all, the Office's duty to state the reasons on which its decisions are based is laid down in the first
sentence of Article 73 of Regulation No 40/94.

55 The statement of reasons must enable the applicant, if need be, to take cognisance of the reasons for
refusing its application for registration and to challenge the contested decision effectively (see, to that effect,
Case T-135/99 Taurus-Film v OHIM (Cine Action) [2001] ECR II-379, paragraph 35, and Case T-136/99
Taurus- Film v OHIM (Cine Comedy) [2001] ECR II-397, paragraph 35).

56 As is clear from the contested decision in this case, the Board of Appeal described the various tests
applied to determine whether a colour is distinctive, including in particular target customers' perception of the
colour, whether the colour is unusual, and the use made of it in relation to the various goods and services
referred to. Although the statement of reasons in the contested decision is brief, it enables the applicant to
take cognisance of the reasons why its application for registration was refused in regard to each of the goods
and services specified. Moreover, on the difficult question as to whether seeds are coloured or not, the Board
of Appeal gave more precise reasons, which included references to the factual evidence used. The applicant
therefore had all the information necessary to comprehend the contested decision and to challenge its legality
before the Community courts.

57 The second point to be made is that, under Article 73 of Regulation No 40/94, decisions of the Office are
to be based only on reasons or evidence on which the parties concerned have had an opportunity to present
their comments.
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58 With regard to the applicant's submission that the evidence on the basis of which the Board of Appeal
reached the contested decision was not communicated to it, and that it was not able to comment thereon, the
Court finds that that evidence was not crucial for it to understand the decision and, if need be, exercise its
right to restrict the list of goods and services specified. It appears from the grounds of appeal submitted to the
Board of Appeal that the applicant was essentially aware of the arguments and facts which were going to be
examined by the Board of Appeal for the purposes of determining whether to set aside or uphold the
examiner's decision, and did therefore have an opportunity to state its views.

59 The Board of Appeal did not therefore infringe Article 73 of Regulation 40/94 by not communicating to
the applicant the evidence used purely for the purposes of drawing up and justifying the contested decision,
on the basis of grounds and reasoning with which the applicant was already acquainted.

60 Furthermore, on the question of the Office's obligation to examine the facts of its own motion pursuant to
Article 74(1) of Regulation No 40/94, the Court finds that the Board of Appeal did consider and make use of
a number of pertinent facts in assessing the sign's distinctive character in relation to the various goods and
services referred to in the trade mark application. In that connection, the Office's earlier analogous decisions or
the examples taken from the internet are not a substitute for the reasoning in the contested decision nor do
they constitute new evidence not examined by the Office of its own motion, but they are additional factors
put forward by the Office in its pleadings to enable the legal basis of the contested decision to be reviewed.

61 In the light of the foregoing considerations, the plea alleging infringement of Articles 73 and 74 must be
rejected.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

Stefan Ruf and Martin Stier v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Payment of the application fee after expiry of the time-limit of one month
from filing of the application for registration - Lapse of the right to be accorded as a filing date the

date when the application was lodged - Conditions for restitutio in integrum.
Case T-146/00.

1. Community trade marks - Filing of Community trade mark applications - Date of filing - Payment of the
application fee after expiry of the time-limit of one month from filing of the application for registration -
Compatibility with certain international conventions on the protection of industrial property

(Council Regulation No 40/94, Art. 27)

2. Community trade marks - Filing of Community trade mark applications - Date of filing - Payment of the
application fee after expiry of the time-limit of one month from filing of the application for registration -
Lapse of the right to be accorded the date when the application was lodged as a filing date - Entitlement to
restitutio in integrum - Conditions

(Council Regulation No 40/94, Arts 27 and 78)

1. Under Article 27 of Regulation No 40/94 on the Community trade mark, the award of a date of filing in
respect of a trade mark application that coincides with the date on which documents are filed with the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) is subject to payment of the application
fee within a period of one month. None of the Paris Convention for the Protection of Industrial Property of
20 March 1883, the Munich Convention of 5 October 1973 on the Grant of European Patents, or the Patent
Cooperation Treaty adopted in Washington on 19 June 1970 establish any principle with which Article 27 of
Regulation No 40/94, in so far as it imposes such a condition, must be considered to be incompatible.

(see paras 33-36 )

2. Where a member of staff of the applicant's representative inadvertently places the file on a Community
trade mark application on a stack of pending national files with entirely different time-limits for the payment
of the application fee, that constitutes an instance of non-observance within the meaning of Article 78 of
Regulation No 40/94 on the Community trade mark.

In that situation, where the error is not noticed within a short time by means of the system for verifying
time-limits in force in the representative's office, all due care required by the circumstances which is a
condition for entitlement to restitutio in integrum, is not shown to have been taken.

(see paras 55-61 )

In Case T-146/00,

Stefan Ruf, of Ettlingen (Germany),

Martin Stier, of Pfinztal (Germany),

represented by V. Spitz, A.N. Klinger and A. Gaul, lawyers, with an address for service in Luxembourg,

applicants,

v
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Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and E. Joly, acting as Agents, with an address for service in Luxembourg,

defendant,

ACTION against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 28 March 2000 (Case R 198/1998-1) dismissing the applicants' request
for their rights to be re-established by according their application for registration a filing date of the date
when the application was lodged with the Office,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court on 30 May 2000,

having regard to the response lodged at the Registry of the Court on 18 September 2000,

further to the hearing on 14 March 2001,

gives the following

Judgment

Costs

67 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicants have been unsuccessful,
they must be ordered to pay the costs as applied for by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicants to pay the costs.

Legal background to the proceedings

1 Article 26 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides as follows:

1. An application for a Community trade mark shall contain:

(a) a request for the registration of a Community trade mark;

(b) information identifying the applicant;

(c) a list of the goods or services in respect of which the registration is requested;

(d) a representation of the trade mark.

2. The application for a Community trade mark shall be subject to the payment of the application fee and,
when appropriate, of one or more class fees.
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3. An application for a Community trade mark must comply with the conditions laid down in the
implementing Regulation referred to in Article 140.

2 Article 27 of Regulation No 40/94 provides:

The date of filing of a Community trade mark application shall be the date on which documents containing
the information specified in Article 26(1) are filed with the Office by the applicant..., subject to payment of
the application fee within a period of one month of filing the abovementioned documents.

3 Under Rule 9(1) of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 (OJ 1995 L 303, p. 1, hereinafter the implementing regulation), if the application
fails to meet the requirements for according a filing date because, inter alia, the basic fee for the application
is not paid to the Office within one month of the filing of the application with the Office, the Office must
notify the applicant that a date of filing cannot be accorded in view of the deficiency.

4 Under Rule 9(2) of the implementing regulation, if deficiencies are remedied within two months of receipt
of the notification referred to above, the date on which all the deficiencies are remedied is to determine the
date of filing. If the deficiencies are not remedied before the time-limit expires, the application is not to be
dealt with as a Community trade mark application.

5 Finally, Article 78 of Regulation No 40/94, headed Restitutio in integrum, provides as follows:

1. The applicant for or proprietor of a Community trade mark or any other party to proceedings before the
Office who, in spite of all due care required by the circumstances having been taken, was unable to observe a
time-limit vis-à-vis the Office shall, upon application, have his rights re-established if the non-observance in
question has the direct consequence, by virtue of the provisions of this Regulation, of causing the loss of any
right or means of redress.

...

3. The application must state the grounds on which it is based and must set out the facts on which it relies. It
shall not be deemed to be filed until the fee for re-establishment of rights has been paid.

Background to the dispute

6 Through their representative, Mr S, the applicants filed an application with the Office on 15 April 1996 for
registration of the figurative Community trade mark DAKOTA (No 227 306).

7 In the space on the application form relating to fees, the applicants stated that the application fee would be
paid later.

8 By fax of 21 May 1996 the Office acknowledged receipt of the application for registration.

9 By letter of 17 June 1996 Mr S sent to the Office a copy of the certificate of registration of the trade mark
DAKOTA at the German Patent Office (Deutsches Patentamt), together with the applicants' authorisation.

10 By letter of 19 December 1996 Mr S sent the Office a further authorisation at the latter's request.

11 On 5 February 1997 Mr S realised that the application fee had not been paid.

12 On 12 February 1997 the Office's account was credited with the amount of the application fee, that is to
say ECU 975, plus ECU 200 representing the fee for restitutio in integrum.

13 By letter of 18 March 1997 Mr S applied for restitutio in integrum as regards the award of a filing date.
In support of that application, Mr S submitted that the application fee had been
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paid out of time owing to an oversight by a member of his staff, Ms C.

14 By letter of 4 September 1997 Mr S enquired as to what progress had been made in examining his
applications for restitutio in integrum in the DAKOTA matter and on seven other applications for registration.

15 By letter of 24 October 1997 the Office informed the applicants that their application for registration had
been accorded a filing date of 12 February 1997, the date on which the application fee was paid.

16 By decision of 8 October 1998 the examiner dismissed the application for restitutio in integrum.

17 On 27 November 1998 the applicants appealed to the Office under Article 59 of Regulation No 40/94
seeking annulment of that decision.

18 That appeal was dismissed by a decision of the First Board of Appeal of 28 March 2000 (hereinafter the
Decision).

Forms of order sought

19 The applicants claim that the Court should:

- annul the Decision;

- order the Office to accord the application for registration of Community trade mark No 227 306 a filing
date of 15 April 1996;

- call Mr S, his predecessor, and Ms C as witnesses;

- order the defendant to pay the costs.

20 The Office contends that the Court should:

- dismiss the action;

- order the applicants to pay the costs.

21 During the hearing, the applicants withdrew the second head of the forms of order they were seeking and
the Court takes formal notice thereof.

The application for annulment

22 The pleas in law relied on in support of the action are that Article 27 of Regulation No 40/94 is
incompatible with certain international conventions on the protection of industrial property; that the defendant
failed to inform the applicants on its own initiative that there was a one-month time-limit for payment of the
application fee under Article 27 of Regulation No 40/84; infringement of Article 78 of Regulation No 40/94;
and, lastly, infringement of Rule 9(1) of the implementing regulation, under which the Office was under a
duty to inform the applicants that their application for registration could not be accorded a filing date because
the application fee had not been paid within the prescribed period.

23 It must be observed at the outset that this action is solely for annulment of the Decision, inasmuch as it
refused the applicants' request for restitutio in integrum, essentially by according as a filing date for their
application for registration the date on which it was lodged at the Office, that is to say 15 April 1996.

24 In the light of that, the Court of First Instance considers it appropriate to deal with the fourth plea first.

Fourth plea in law: infringement of Rule 9 of the implementing regulation
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Arguments of the parties

25 The applicants submit that under Rule 9(2) of the implementing regulation the filing date of the application
for registration is to be determined by the date on which the deficiencies pointed out by the Office are
remedied, within two months of receipt of such notification. However, because the Office did not, in this case,
issue any such notification, it was not entitled to take the date of payment of the application fee as the filing
date.

26 The Office replies that the purpose of notification under Rule 9(2) of the implementing regulation is not to
maintain the date when the application for registration was filed, but to avert the immediate and automatic
consequence of failing to remedy any defect in that application, namely that the application is not dealt with
as a Community trade mark application.

Findings of the Court

27 The fourth plea in fact amounts to a challenge to the legality not of the Decision, which, as the Office has
correctly pointed out, is not being called into question in these proceedings, but of the Office's decision in its
letter of 24 October 1997 to accord a filing date of 12 February 1997 to the applicants' application for
registration.

28 In fact, Rule 9 of the implementing regulation does not lay down the detailed provisions for the
application of Article 78 of Regulation No 40/94 which is relevant here. It lays down a specific procedure for
remedying applications for registration that enables applicants to obtain as their filing date the date on which
they remedy any defects in their application.

29 Since the fourth plea does not support the applicants' request for annulment, there is no need for the Court
to consider whether it is well founded.

First plea in law: incompatibility of Article 27 of Regulation No 40/94 with certain international conventions
on the protection of industrial property

Arguments of the parties

30 The applicants refer to Article 4 A(3) of the Paris Convention for the Protection of Industrial Property of
20 March 1883, as subsequently amended, and to Article 87(3) of the Munich Convention of 5 October 1973
on the Grant of European Patents, which provide that by a regular national filing is meant any filing that is
sufficient to establish the date on which the application was filed, whatever the outcome of the application.

31 The applicants infer from that that the filing date of an application is to be determined irrespective of the
subsequent fate of the application and, therefore, of payment of the application fee. The same is true under the
Patent Cooperation Treaty adopted in Washington on 19 June 1970.

32 The Office essentially replies that there is no single text of international law which regulates the
time-limits laid down for payment of the application fee, or the legal consequences of late payment or
non-payment of the fee.

Findings of the Court

33 The Paris Convention for the Protection of Industrial Property does not contain substantive rules governing
the conditions for according filing dates. It follows from Article 4 A(2) of that Convention that the validity of
filing is determined by the law of each of the countries in the Union or by bilateral or multilateral treaties
concluded between them.

34 Furthermore, it follows from the provisions of Articles 78(2) and 90(3) of the Munich Convention on the
Grant of European Patents that the application fee must be paid within one month of filing the application at
the latest, failing which the European patent application is deemed to be withdrawn.
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35 Finally, the Washington Patent Cooperation Treaty contains, as the applicants themselves point out at
paragraph 52 of their application, an express reference to the Paris Convention for the Protection of Industrial
Property.

36 The international conventions referred to, even if they were relevant, therefore do not establish any
principle with which Article 27 of Regulation No 40/94 must be considered to be incompatible.

37 The first plea in law must therefore be dismissed.

Second plea in law: the defendant's failure to inform the applicants on its own initiative that there was a
one-month time-limit for payment of the application fee

Arguments of the parties

38 The applicants criticise the Office for not having drawn the attention of Mr S to the time-limit for payment
of the application fee. Notification in accordance with Rule 9 of the implementing regulation was all the more
necessary during the initial period of application of Regulation No 40/94 because Article 27 contains novel
provisions.

39 Applying Article 139 of the German Code of Civil Procedure by analogy, the Office was under an
obligation to notify. Infringement of that provision is a material procedural defect that violates Article 3(1) of
the Basic Law of the Federal Republic of Germany.

40 Finally, the applicants argue that the Office's acknowledgments of receipt of applications for registration do
now contain a reminder of the time-limit for payment of the application fee and the consequences of failure to
observe that time-limit. Since the Office is bound to observe the principle of equal treatment, it cannot treat
the applicants less favourably than it treats applicants now.

41 The Office contends that, contrary to German law, Regulation No 40/94 does not contain provision for a
reminder of the requirement to pay the application fee. Accordingly, quite apart from the fact that the
applicants are not entitled to rely on national procedural rules, the Office does not consider itself bound to
issue such reminders.

42 At the hearing the Office stated that its current practice is simply to draw applicants' attention to their
obligation to pay the application fee.

Findings of the Court

43 It appears from the description of Mr S's system for monitoring time-limits described in the context of the
second plea in law considered below that Mr S issued his staff with general instructions to ensure that the
one-month time-limit for payment of the application fee laid down by Article 27 of Regulation No 40/94 was
observed.

44 Accordingly, given that the applicants' representative was aware of the obligation to pay the application fee
within that time-limit, the alleged defect, if it were proven, is in any event irrelevant as, therefore, is the plea
of infringement of the principle of equal treatment.

45 The second plea in law must therefore be dismissed as irrelevant.

Third plea in law: infringement of Article 78 of Regulation No 40/94

Arguments of the parties

46 The applicants consider that they took all due care required by the circumstances within the meaning of
Article 78(1) of Regulation No 40/94. The Office was therefore wrong to refuse to re-establish their rights and
to accord their application for registration a filing date of 15 April 1996.
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47 The procedures applied in Mr S's office to ensure that time-limits for payment are observed do not in
principle allow any room for error. The time-limits applicable in respect of applications for registration are
noted on the inside cover of each file and on a form stapled to the back of the outside cover. That form bears
the file number and a date falling 14 days before expiry of the time-limit. It is clearly marked with a large
red dot in cases where failure to observe the time-limit for payment results in rights lapsing. Where this is so,
the files are stored in a separate cupboard.

48 The time-limits for payment are also recorded in card indexes composed of 365 daily cards bearing the file
numbers and owners' details. Three months before a time-limit expires, the corresponding file number is
recorded on one such card.

49 Every working day, a member of staff who is monitored by spot-checks carried out by Mr S goes through
the cupboard containing the files that are subject to time-limits and the card indexes, and those files are kept
under review until both the amount of the fee and the fact that it has been paid have been confirmed.
Furthermore, the dates on which payments are due are noted and monitored on calendars by Mr S himself and
by staff. Finally, Mr S has issued general instructions to his staff to ensure that the one-month time-limit in
Article 27 of Regulation 40/94 for payment of the application fee is observed.

50 The fact that the application fee was not paid within the time-limit in this case is thus due purely to an
isolated error on the part of Ms C, a specialist assistant recruited in 1972 by Mr S's predecessor and regarded
as a reliable member of staff. She put the cheque made out to pay the application fee in the DAKOTA file,
and then inadvertently placed that file on the stack of German files awaiting payment, to which completely
different time-limits apply. The DAKOTA file was discovered in the wrong pile during a routine check and it
was then discovered that the time-limit for payment of the application fee had expired.

51 Finally, the stringency of the conditions laid down by Article 78 of Regulation No 40/94 should be relaxed
in this case in view of the excessive workload and organisational strains encountered by the applicants'
representatives when that regulation entered into force.

52 The Office contends that restitutio in integrum may be accorded where there is an exceptional error, such
as a file being inadvertently placed on a pile, if a representative's office functions properly otherwise.

53 However, restitutio in integrum is precluded where the time-limit would still not have been observed had
that error not been made. Ms C's alleged oversight alone could not be the reason for the deadline for payment
of the application fee having been missed. Her error should have been discovered immediately from the form
with the red dot giving the time-limit or at the latest when the DAKOTA file was put away in the appropriate
cupboard. It is also unlikely that the file was only discovered in the wrong pile in February 1997. Finally, the
fact that the cheque was in the DAKOTA file should have been noticed when the file was placed before Mr S
for the purposes of correspondence with the Office.

54 The Office submits that professional agents responsible for representing third parties should have been
particularly vigilant because the new registration procedure for Community trade marks was unfamiliar.

Findings of the Court

55 Ms C's alleged error constitutes an instance of non-observance within the meaning of Article 78 of
Regulation 40/94. It was a direct consequence of that non-observance, by virtue of the provisions of that
regulation, that the applicants lost the right to have as the filing date for their application
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for registration 15 April 1996, the date on which the application was lodged at the Office.

56 However, it cannot be accepted that the non-observance that led to the failure to pay the application fee
within the prescribed period was exclusively attributable, as the applicants maintain, to the fact that Ms C
placed the DAKOTA file on a stack of pending national files.

57 The system for verifying time-limits in force in Mr S's office should normally have resulted in that error
being noticed within a short time.

58 Mr S's staff should have been alerted when the file was put away by the form with the red dot which was
supposed to be stapled on the outside cover of the file and to give the time-limit for paying the application
fee.

59 Moreover, under Mr S's system for monitoring time-limits, it was impossible, unless the system was not
being followed, for the DAKOTA file to have been left awaiting filing in the wrong pile until 5 February
1997, that is to say for a period of almost 10 months from when the application for registration was made.

60 Finally, Ms C's alleged error should normally have been discovered on the occasions when there was an
exchange of correspondence on the DAKOTA file with the Office, that is to say on 21 May 1996, and then
on 17 June and 19 December 1996.

61 It does not therefore appear that all due care required by the circumstances within the meaning of Article
78 of Regulation No 40/94 was taken.

62 The exceptional workload and organisational strains to which the applicants claim they were subject as a
result of the entry into force of Regulation No 40/94 are irrelevant in that connection.

63 The third plea in law must therefore be dismissed.

64 It follows from all the circumstances set out above that the action must be dismissed in its entirety.

The application for witnesses to be called

65 Having regard to all the circumstances set out above, the Court has been able to determine the matter on
the basis of the submissions, pleas in law and arguments presented during the written and oral procedure and
in the light of the documents produced.

66 That being so, the application for witnesses to be called by the applicants under the third head of their
forms of order sought must be dismissed

DOCNUM 62000A0146

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2000 ; A ; judgment

PUBREF European Court reports 2001 Page II-01797

© An extract from a JUSTIS database



62000A0146 European Court reports 2001 Page II-01797 9

DOC 2001/06/20

LODGED 2000/05/30

JURCIT 31994R0040-A26 : N 1
31994R0040-A27 : N 2 22 30 - 37 43 44
31994R0040-A78 : N 22 28 46 - 63
31994R0040-A78P1 : N 5
31995R2868-A01R9 : N 25 - 29 38 - 45
31995R2868-A01R9P1 : N 3 22
31995R2868-A01R9P2 : N 4

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

PROCEDU Application for annulment - unfounded

DATES of document: 20/06/2001
of application: 30/05/2000

© An extract from a JUSTIS database



62000A0140 European Court reports 2001 Page II-02927 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2001.

Zapf Creation AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - "New Born Baby" - Absolute grounds for refusal - Article 7(1)(b) and (c) of
Regulation (EC) No 40/94.

Case T-140/00.

In Case T-140/00,

Zapf Creation AG, established in Rödental (Germany), represented by A. Kockläuner, avocat, with an address
for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen, A. von Mühlendahl and C. Røhl Søberg, acting as Agents, with an address for service in
Luxembourg,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (OHIM) of 21 March 2000 (Case R 348/1999-3) relating to the
registration of `New Born Baby' as a Community trade mark,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 25 May 2000,

having regard to the response lodged at the Registry of the Court of First Instance on 9 August 2000,

having regard to the documents submitted by the applicant at the hearing of 8 March 2001 with the
defendant's consent,

further to that hearing,

gives the following

Judgment

Background to the dispute

1 On 6 October 1997, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (`the Office') pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark in respect of which registration was sought was `New Born Baby'.

3 Registration was sought for goods in Class 28 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June
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1957, as revised and amended, and corresponding to the following description: `Dolls to play with and
accessories for such dolls in the form of playthings'.

4 By decision of 6 May 1999, the examiner refused the application under Article 38 of Council Regulation
No 40/94 on the ground that the sign `New Born Baby' was descriptive of the goods in question and devoid
of any distinctive character.

5 On 22 June 1999, the applicant filed an appeal against the examiner's decision at the Office under Article
59 of Regulation No 40/94.

6 By decision of 21 March 2000, the Third Board of Appeal dismissed the appeal (hereinafter `the contested
decision').

7 The Board of Appeal essentially held that the examiner properly applied Article 7(1)(b) and (c) of
Regulation No 40/94.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs;

9 At the hearing, the applicant also claimed in the alternative that the Court should annul the contested
decision in so far as it upholds the refusal of the application for registration in respect of goods other than
dolls to play with resembling babies up to the age of 28 days.

10 The Office contends that the Court should:

- dismiss the action;

- order the applicant to the pay the costs.

Law

11 The applicant relies on three substantive pleas in law, alleging infringement of Article 7(1)(c) and 7(1)(b)
of Regulation No 40/94 and failure to take into account prior national registrations, and on a procedural plea
alleging infringement of its rights of defence.

Infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

12 The applicant claims that registration of a trade mark may be refused under Article 7(1)(c) of Regulation
No 40/94 only where there is an absolute need for the sign in question to remain available. It argues that it is
only possible to establish that there is such a need by giving consideration to current or potential use of the
sign in question by its competitors.

13 The applicant says that its competitors have not been shown to be using the words `New Born Baby' to
designate goods in Class 28 at the moment.

14 Nor, the applicant submits, is there any absolute need to keep the sign available for the future. It claims,
firstly, that the term is an invention which does not appear in any dictionary and that it is immaterial whether
or not it is unusual or remarkable. Second, it points out that its competitors have access to many other terms.
Thus, the applicant says, the following terms have been registered, or at least applied for, as trade marks:
`NEW BABY', `Neo Baby', `Newborn' and `Newborns'.

15 The Office observes that, under Article 7(1)(c) of Regulation No 40/94, trade marks which
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consist exclusively of signs or indications which may serve, in trade, to designate, inter alia, the kind, quality
or intended purpose of the goods are not to be registered.

16 As regards the applicant's argument on the question of need to maintain availability, the Office contends
that it constitutes neither a ground for refusal in itself nor a limitation inherent in the ground for refusal in
Article 7(1)(c) of Regulation No 40/94. Rather, it is necessary to consider in objective terms whether or not
the sign in respect of which registration is claimed is descriptive of the goods or services concerned.

17 In the present case, the Office argues that the words `New Born Baby' will be clearly understood by an
English-speaking person representative of the class of persons targeted (people looking to buy toys) as
meaning `new-born baby', whether or not that is tautologous.

18 The Office submits that the goods claimed in the trade mark application - namely dolls to play with and
accessories for such dolls in the form of playthings - include dolls resembling new-born babies with the
bodily functions of an actual baby. Thus, according to the Office, the mark is composed exclusively of
indications designating the kind (and qualities) of the goods, that is, dolls to play with and, in the case of the
accessories for those dolls, their intended purpose.

19 The Office submits that the sign `New Born Baby' is therefore descriptive within the meaning of Article
7(1)(c) of Regulation No 40/94 for all goods claimed in the trade mark application, at any rate in the
English-speaking Member States. It concludes from that that it must be refused registration as a Community
trade mark under Article 7(2) of Regulation No 40/94.

20 Citing the case-law of the Court of First Instance (Case T-19/99 DKV v OHIM, `Companyline' [2000]
ECR II-1, paragraph 26), the Office argues that that finding is in no way altered by the fact that the sign in
question, whether or not it is written as one word, does not as such appear in dictionaries.

Findings of the Court

21 Article 7(1)(c) of Regulation No 40/94 provides that `trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered.

22 The absolute ground for refusal laid down by Article 7(1)(c) of Regulation No 40/94 must, furthermore, be
assessed in relation to the goods or services in respect of which registration is sought.

23 Article 7(2) of Regulation No 40/94 also provides that Article 7(1) is to apply `notwithstanding that the
grounds of non-registrability obtain in only part of the Community'.

24 As regards dolls, the Board of Appeal confined itself to finding, at paragraphs 19 and 20 of the contested
decision, that the words `New Born Baby' signify a `new-born baby' and that `upon encountering the mark
claimed, the relevant persons will, without any particular thought, instantly understand from the overall
impression conveyed that the ... dolls... have a particular characteristic, namely that they look like new-born
babies'.

25 As to that finding, even if the sign `New Born Baby' could be regarded as descriptive of that which the
dolls represent, this would not be sufficient to prove that the sign in question is descriptive of the dolls
themselves.

26 A sign which is descriptive of that which a toy represents cannot be considered to be descriptive of the
toy itself, other than in so far as the persons targeted, when making their purchasing decision, conflate the toy
and what it represents. But the contested decision makes no finding to that effect. It must also be observed
that neither in its response nor in its replies to the questions put
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by the Court of First Instance at the hearing did the Office contend that the persons targeted, that is to say
persons wishing to purchase toys, perceived the goods concerned in that way.

27 The Board of Appeal has not therefore shown that the persons targeted will, without further reflection,
instantly take the sign `New Born Baby' to designate a quality or other characteristics of dolls.

28 As regards accessories for dolls in the form of playthings, the Board of Appeal found, at paragraph 20 of
the contested decision, that `without any particular thought, the relevant persons will instantly understand that
the goods claimed in the application, in this case... accessories for... dolls in the form of playthings... have a
particular characteristic, namely that they look like new-born babies'.

29 That contention cannot be accepted. Accessories for dolls in the form of playthings do not represent
new-born babies but other items, such as miniature clothes or shoes.

30 Furthermore, at the end of paragraph 20 of the contested decision the Board of Appeal found that `As
regards the accessories, the application contains a descriptive indication of their intended purpose since they
are specifically designed for this type of doll'.

31 On that point, the Court finds that accessories for dolls in the form of playthings are not intended for
new-born babies. New-born babies are not yet able to play with dolls, much less handle dolls' accessories.
Even if the words `New Born Baby' were descriptive in relation to dolls and the accessories mentioned above
were intended for the dolls, it does not follow that the public targeted perceive a direct and specific link
between the sign in question and those accessories. The fact that goods are intended to be accessories for
other goods, in relation to which the sign in question is descriptive, is not in itself sufficient to render the
sign descriptive in relation to the accessories.

32 Accordingly, the Court finds that the words `New Born Baby' do not designate either the quality, the
intended purpose or any other characteristic of accessories for dolls in the form of playthings.

33 It follows that the plea of infringement of Article 7(1)(c) of Regulation No 40/94 is well founded.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

34 The applicant observes that, under Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid
of any distinctive character' are not to be registered. It submits that the use of the word `devoid' means that,
if the sign has distinctive character, even to only a slight degree, this is sufficient to render this ground for
refusal inoperative.

35 The applicant argues that the sign `New Born Baby' is an `unusual coinage' in the nature of a barbarism
which the persons targeted will retain easily and is thus apt to differentiate the applicant's goods and
distinguish them from goods of other origin.

36 The Office contends that the combination of the words `new', `born' and `baby' is composed exclusively of
descriptive indications, with no other element that might render the phrase as a whole capable of
distinguishing the applicant's goods from those of other undertakings. Thus, in the view of the Office, the
word combination is devoid of any distinctive character and so ineligible for registration as a Community
trade mark.

Findings of the Court

37 Article 7(1)(b) of Regulation No 40/94 provides that `trade marks which are devoid of any distinctive
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character' are not to be registered.

38 The distinctive character of a sign must be assessed in relation to the goods or services in respect of which
registration is claimed.

39 In the present case, the Board of Appeal, at paragraph 24 of the contested decision, concluded that the
sign in question was not distinctive because it was descriptive and otherwise confined itself to finding that
there was `no fanciful element at all'.

40 However, it has been held above that the Board of Appeal was wrong to consider that the sign in question
fell within the prohibition laid down by Article 7(1)(c) of Regulation No 40/94. Accordingly, the reasoning of
the Board of Appeal in relation to Article 7(1)(b) of Regulation No 40/94 cannot be upheld since it is based
on that error.

41 Next, it is clear from the case-law of the Court of First Instance that lack of distinctiveness cannot be
found merely because it is found, in the contested decision, that a sign is unimaginative (Case T-135/99
Taurus-Film v OHIM, `CINE ACTION' [2001] ECR II-0000, paragraph 31, and Case T-136/99 Taurus-Film v
OHIM, `CINE COMEDY' [2001] ECR II-0000, paragraph 31).

42 The plea of infringement of Article 7(1)(b) of Regulation No 40/94 is therefore well founded.

43 It follows from all the foregoing that the contested decision must be annulled and that it is not necessary
to rule on the other pleas in law raised by the applicant.

Costs

44 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the Office has been unsuccessful and the
applicant has asked for costs to be awarded against it, the Office must be ordered to bear its own costs and to
pay those of the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE

(Fourth Chamber),

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 21 March 2000 (Case R 348/1999-3);

2. Orders the Office to bear its own costs and to pay those of the applicant.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)December 2001.

Erpo Möbelwerk GmbH v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - "DAS PRINZIP DER BEQUEMLICHKEIT" - Absolute grounds for refusal -
Article 7(1)(b) and (c) of Regulation (EC) No 40/94.

Case T-138/00.

Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusing registration - Marks composed exclusively of signs or indications which may serve to designate the
characteristics of a product - Signs devoid of any distinctive character - DAS PRINZIP DER
BEQUEMLICHKEIT

(Council Regulation No 40/94, Art. 7(1)(b) and (c))

$$In order to be caught by Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, a mark
must consist exclusively of signs or indications which may serve to designate a characteristic of the goods or
services concerned. As regards a word sign composed of several elements, it follows from that requirement
that descriptiveness must be assessed on the basis of all the elements of which the word sign is composed and
not on the basis of only one of those elements. Consequently, as regards the registration of DAS PRINZIP
DER BEQUEMLICHKEIT as a Community trade mark sought in respect of land vehicles and their parts, and
household and office furniture, even if the Bequemlichkeit element designates, on its own, a quality of the
goods concerned which may be relevant when the class of persons targeted makes the decision to purchase,
DAS PRINZIP DER BEQUEMLICHKEIT, when considered on the basis of all its elements and read in its
entirety, cannot be regarded as consisting exclusively of signs or indications which may serve to designate the
quality of the goods concerned.

Moreover, as regards the assessment of distinctiveness, it is not appropriate to apply to slogans criteria which
are stricter than those applicable to other types of sign. The words in question could only be regarded as
lacking any distinctive character, on the basis of Article 7(1)(b) of Regulation No 40/94, if it were
demonstrated that the combination of the words das Prinzip der... (the principle of...) alone with a term
designating a characteristic of the goods or services concerned is commonly used in business communications
and, in particular, in advertising.

(see paras 27-28, 44, 46 )

In Case T-138/00,

Erpo Möbelwerk GmbH, established in Ertingen (Germany), represented by S. von Petersdorff-Campen,
lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by F. Lopez
de Rego and G. Schneider, acting as Agents, with an address for service in Luxembourg,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 23 March 2000 (Case R 392/1999-3) concerning the
registration of DAS PRINZIP DER BEQUEMLICHKEIT as a Community trade mark,

THE COURT OF FIRST INSTANCE
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OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 23 May 2000,

having regard to the response lodged at the Registry of the Court of First Instance on 15 September 2000,

having regard to the documents lodged by the applicant after the end of the written procedure, on which the
defendant had the opportunity to take a view at the hearing of 15 March 2001,

further to that hearing,

gives the following

Judgment

Costs

49 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the Office has been unsuccessful and the
applicant has asked for costs to be awarded against it, the Office must be ordered to bear its own costs and to
pay those of the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 23 March 2000 (Case R 392/1999-3);

2. Orders the Office to bear its own costs and to pay those of the applicant.

Background to the dispute

1 On 23 April 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The trade mark in respect of which registration was sought was DAS PRINZIP DER BEQUEMLICHKEIT.

3 The goods in respect of which the registration of the mark was sought come within Classes 8, 12 and 20 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes, to
the following description:

- Class 8: Tools (hand-operated); cutlery,

- Class 12: Land vehicles and parts therefor,

- Class 20: Household furniture, in particular upholstered furniture, seating, chairs, tables, unit furniture, as
well as office furniture.

4 By decision of 4 June 1999, the examiner refused the application under Article 38 of Regulation

© An extract from a JUSTIS database



62000A0138 European Court reports 2001 Page II-03739 3

No 40/94 on the ground that the word combination in respect of which registration was sought designated a
characteristic of the goods concerned and was devoid of any distinctive character.

5 On 7 July 1999, the applicant filed at the Office notice of appeal against the examiner's decision, under
Article 59 of Regulation No 40/94.

6 On 4 October 1999, the appeal was submitted to the examiner for interlocutory revision pursuant to Article
60 of Regulation No 40/94.

7 On 4 November 1999, the appeal was remitted to the Board of Appeal.

8 By decision of 23 March 2000 (the contested decision), the Third Board of Appeal annulled the examiner's
decision in so far as the examiner had refused the application in respect of the goods in Class 8. As to the
remainder, the Board of Appeal dismissed the appeal.

9 As regards the goods in Classes 12 and 20, the Board of Appeal essentially held that the word combination
at issue was caught by Article 7(1)(b) and (c) and (2) of Regulation No 40/94.

Forms of order sought

10 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

11 The Office contends that the Court should:

- dismiss the action;

- order the applicant to the pay the costs.

Law

12 The applicant relies on three pleas in law, alleging infringement of Article 7(1)(c) and of Article 7(1)(b) of
Regulation No 40/94 and failure to take into account prior national registrations.

Infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

13 The applicant asserts that the mark applied for is not in the nature of a specifically descriptive indication.

14 Moreover, the applicant submits that the refusal to register a Community trade mark on the basis of Article
7(1)(c) of Regulation No 40/94 is dependent on there being a specific need for availability.

15 It asserts that, in this case, instead of demonstrating that the mark applied for is specifically used to
describe the goods concerned or that there is a specific need to use it for that purpose, the Office merely
presumed that there was a need for availability. According to the applicant, that argument also applies in
respect of the word combination das Prinzip der... (the principle of...) on its own, linked to the indication of a
characteristic.

16 Furthermore, the applicant states that the Board of Appeal did not take into account Article 12(b) of
Regulation No 40/94 although the mark applied for must, in any event, be registered in the light of that
provision. In that regard, the applicant claims that, if the mark at issue were registered, its competitors would
retain the right under that provision to refer to the comfortable nature of their products by using indications or
advertising messages to that effect.

17 In addition, the applicant relies on decisions of the boards of appeal which approved the registration of the
word marks BLOODSTREAM (in respect of medical apparatus intended for use in connection
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with blood circulation in the human body; Case R 33/1998-2), TRANSEUROPA (in respect of travel services;
Case R 125/1998-3) and ALLTRAVEL (also in respect of travel services; Case R 185/1998-3). It asserts that,
in the contested decision, stricter criteria were applied than in the case of other word signs.

18 The Office submits that the word combination at issue is understood, by the class of persons targeted,
immediately and without particular efforts of analysis, as meaning that the goods concerned have been
designed in accordance with the rules and principles of comfort.

19 According to the Office, comfort constitutes, as much for the products in Class 12 (land vehicles and parts
therefor) as for those in Class 20 (household and office furniture), an essential element in the decision to
purchase.

20 The Office contends that the fact of combining the two words Prinzip (principle) and Bequemlichkeit
(comfort) does not have the effect of changing the descriptive nature of the word combination at issue in
relation to the goods concerned.

21 As regards Article 12(b) of Regulation No 40/94, the Office submits that the contested decision rightly
contains no consideration of that provision. In that regard, the Office asserts that the refusal of an application
under Article 7(1)(b) or (c) of Regulation No 40/94 is not based on a need for availability, but on the
inappropriateness of the sign for the purpose of constituting a trade mark. Therefore, according to the Office,
it is normal for Article 12(b) of Regulation No 40/94 not to be taken into account during the examination.

Findings of the Court

22 Article 7(1)(c) of Regulation No 40/94 provides that trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service are not to be registered.

23 The descriptiveness of a sign should be assessed in relation to the goods or services in respect of which
registration is sought.

24 Furthermore, Article 7(2) of Regulation No 40/94 provides that Article 7(1) is to apply notwithstanding
that the grounds of non-registrability obtain in only part of the Community.

25 In the present case, even if, as the Office submits, Bequemlichkeit means comfort in the German language
and it must therefore be considered that the word combination at issue means principle of comfort, the fact
remains that it does more than refer to a characteristic of the goods concerned.

26 On that subject, the Board of Appeal observed, at paragraph 26 of the contested decision, that the potential
customers targeted understand immediately and without particular efforts of analysis that the goods in respect
of which the application is made... have a particular quality, namely that they have been designed in
accordance with the rules and principles of comfort. The Board of Appeal therefore essentially assessed the
descriptiveness of the word combination at issue in relation to Bequemlichkeit alone and not in relation to
DAS PRINZIP DER BEQUEMLICHKEIT as a whole. In the eyes of the class of persons targeted, the quality
of the goods concerned, consisting of being designed in accordance with the rules and principles of comfort,
is associated with the quality of being comfortable. In the present case, the class of persons targeted is
deemed to be made up of average, reasonably well-informed and reasonably observant and circumspect
German-speaking consumers (see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819,
paragraph 26; and Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 27).

27 In that regard, it should be recalled that, in order to be caught by Article 7(1)(c) of Regulation No 40/94,
a mark must consist exclusively of signs or indications which may serve to designate
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a characteristic of the goods or services concerned. As regards a word sign composed of several elements, it
follows from that requirement that descriptiveness must be assessed on the basis of all the elements of which
the word sign is composed and not on the basis of only one of those elements.

28 Consequently, even if the Bequemlichkeit element designates, on its own, a quality of the goods concerned
which may be relevant when the class of persons targeted makes the decision to purchase, DAS PRINZIP
DER BEQUEMLICHKEIT, when considered on the basis of all its elements and read in its entirety, cannot be
regarded as consisting exclusively of signs or indications which may serve to designate the quality of the
goods concerned.

29 It follows that the plea of infringement of Article 7(1)(c) of Regulation No 40/94 is well founded.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

30 The applicant asserts, by reference to the Office's practice, that a very weak distinctive character is
sufficient to overcome the absolute ground for refusal referred to in Article 7(1)(b) of Regulation No 40/94.

31 As regards slogans, the applicant submits that their communicative function does not in any circumstances
justify assessing them in accordance with criteria which are stricter than those applied to other word signs.
According to the applicant, for the purposes of assessing the distinctiveness of a slogan, account must be
taken of originality, concision and the need for interpretation owing to its incomprehensibility or ambiguity.

32 In that regard, the applicant claims that the sign at issue is original. More specifically, it submits that the
use of the words das Prinzip der ..., to reinforce and highlight the concept of Bequemlichkeit (ease,
convenience), is unusual. It points out that the contrast created by the combination of, on the one hand, the
word Prinzip, meaning something orderly, fundamental and objective, and, on the other, the word
Bequemlichkeit, expressing a feeling or a subjective assessment, produces surprise. It contends that the slogan
makes original use of the ambivalence of the word Bequemlichkeit, meaning, on the one hand, nonchalance,
laziness, casualness and, on the other, comfort, convenience.

33 The applicant considers that the idea of any fundamental rule of comfort, arising from the general effect of
the sign at issue, is devoid of any specific meaning. In that regard, it asserts that the opposing meanings of
the idea of a hard rule, which is objectively established, on the one hand, and the idea of comfort or ease,
which is felt subjectively, on the other, clash. According to the applicant, the slogan - which is intended to
convey a positive advertising message - is therefore perplexing, likely to catch people's attention and,
therefore, distinctive.

34 The applicant submits that the Board of Appeal has not demonstrated that the sign in question has a
specifically descriptive meaning in relation to the goods in Classes 12 (land vehicles and parts therefor) and
20 (household and office furniture). In that regard, it claims that the distinction drawn by the Board of Appeal
between those goods, on the one hand, and the goods in Class 8 (tools (hand-operated); cutlery), on the other,
is not convincing. According to the applicant, the Board of Appeal erred in basing that distinction on the fact
that, in the case of the latter goods, qualities other than comfort predominate, such as safety, efficiency, ease
of use or aesthetics, when such qualities are also of importance in relation to the goods in Classes 12 and 20.

35 The applicant asserts that the Office, by refusing to register the mark applied for, goes against its own
previous decisions. Thus, the applicant relies on the fact that the Office has regarded as distinctive the term
Leicht, because of its equivocal nature. According to the applicant, since the slogan DAS PRINZIP DER
BEQUEMLICHKEIT is at least as distinctive as the term Leicht,
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the erroneous approach adopted in the contested decision is tantamount to applying to slogans criteria which
are stricter than those applied to other word signs. Furthermore, the applicant submits that the mark applied
for is not less distinctive than the slogans BEAUTY ISN'T ABOUT LOOKING YOUNG BUT LOOKING
GOOD and Früher an Später denken which have been accepted for registration. By contrast, according to the
applicant, the mark applied for is not comparable to the slogans THE WORLD'S BEST WAY TO PAY,
GREAT BOOKS OF THE WESTERN WORLD, THE WORLD LEADER IN TELEPHONE MARKETING
SOLUTIONS, BOUQUET DE PROVENCE or THE PROFESSIONAL FLASH LIGHT, which are referred to
by the Board of Appeal. In that regard, the applicant states that all those slogans, which have been refused for
registration, are not only unequivocal - so that there is no need to interpret them - but also devoid of
originality and concision.

36 The Office contends that slogans, which generally have an advertising function and refer to characteristics
of the goods or services or of the manufacturer or distributor, must, in order to be able to serve as marks,
possess an additional element of originality.

37 According to the Office, the slogan DAS PRINZIP DER BEQUEMLICHKEIT has no originality since it
has only an advertising function and is purely descriptive in relation to the goods concerned. The Office
asserts that the class of persons targeted thus understands the mark applied for as a reference to the kind and
the quality of the goods concerned and not to their origin.

38 The Office contends that the contested decision is consistent with the previous decisions of the boards of
appeal concerning slogans. In that regard, the Office cites, in particular, a decision of the Third Board of
Appeal of 3 April 2000 dismissing, on the ground of a lack of distinctiveness, the appeal against the refusal
to register the slogan THE ADVANTAGE OF INFORMATION in respect of goods and services in Classes 9,
16 and 42. As to the decisions relied on by the applicant, the Office observes that the slogan BEAUTY ISN'T
ABOUT LOOKING YOUNG BUT LOOKING GOOD does not refer to the goods concerned and that the
marks LEICHT and Früher an Später denken are not descriptive in relation to the goods and services
concerned.

Findings of the Court

39 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character are not to be registered.

40 The distinctive character of a sign must be assessed in relation to the goods or services in respect of which
registration is sought.

41 In the present case, the Board of Appeal observed, in paragraph 30 of the contested decision, that the word
combination at issue is devoid of any distinctive character since it is understood by the customers targeted
only as a reference to the kind and the quality... of the goods in question and not as a mark referring to the
origin characterising the company of production. The Board of Appeal thus essentially deduced lack of
distinctive character from the descriptiveness of the phrase claimed.

42 It was held above that the registration of DAS PRINZIP DER BEQUEMLICHKEIT could not be refused
on the basis of Article 7(1)(c) of Regulation No 40/94. Consequently, the Board of Appeal's substantive
reasoning in relation to Article 7(1)(b) of Regulation No 40/94 must be rejected, in so far as it is based on
the error found above.

43 Furthermore, the Board of Appeal again noted, in paragraph 30 of the contested decision, that DAS
PRINZIP DER BEQUEMLICHKEIT was characterised by the lack of any additional element of imagination.
In addition, the Office submitted in its response that, in order to be able to serve as marks, slogans must
possess an additional element... of originality and that the term at issue had no such originality.
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44 In that regard, it is clear from the case-law of the Court of First Instance that lack of distinctiveness
cannot be found because of lack of imagination or of an additional element of originality (Case T-135/99
Taurus-Film v OHIM (Cine Action) [2001] ECR II-379, paragraph 31; Case T-136/99 Taurus-Film v OHIM
(Cine Comedy) [2001] ECR II-397, paragraph 31; and Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM
(EASYBANK) [2001] ECR II-1259, paragraphs 39 and 40). Furthermore, it is not appropriate to apply to
slogans criteria which are stricter than those applicable to other types of sign.

45 To the extent that the Board of Appeal, in paragraph 31 of the contested decision, again points out the
lack of any conceptual tension which would create surprise and so make a striking impression, it must be
stated that that point is really only a paraphrase of the Board of Appeal's finding of no additional element of
imagination.

46 The dismissal, on the basis of Article 7(1)(b) of Regulation No 40/94, of the appeal brought before the
Board of Appeal would have been justified only if it had been demonstrated that the combination of the
words das Prinzip der... (the principle of...) alone with a term designating a characteristic of the goods or
services concerned is commonly used in business communications and, in particular, in advertising. The
contested decision does not contain any finding to that effect and neither in its written pleadings nor at the
hearing has the Office asserted that such a usage exists.

47 The plea of infringement of Article 7(1)(b) of Regulation No 40/94 is therefore also well founded.

48 It follows from all the foregoing that the contested decision must be annulled and that it is not necessary
to rule on the third plea in law raised by the applicant.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-129/00.

In Case T-129/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 8 March 2000 (Case R-508/1999-1), which was notified to
the applicant on 13 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 12 May 2000,

having regard to the response lodged at the Court Registry on 27 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

74 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where the
circumstances are exceptional. Since the contested decision is to be partially annulled, it is appropriate to
order the parties to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 8 March 2000 (Case R-508/1999-1) in so far as it concerns
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products falling within Class 3 of the Nice Agreement corresponding to the description `perfumery, essential
oils, cosmetics, hair lotions; dentifrices';

2. Dismisses the remainder of the action;

3. Orders the parties to bear their own costs.

Background to the dispute

1 On 7 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a rectangular tablet with chamfered edges and
slightly rounded corners and with speckles and a dark triangular depression in the centre of its upper surface.
Colour has not been claimed.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps; perfumery, essential oils, cosmetics, hair
lotions; dentifrices'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 8 March 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's rectangular shape did
not make it distinctive. The basic geometric shapes (square, round, or rectangular) were the most obvious
shapes for such tablets and there was nothing arbitrary or fanciful about selecting a rectangular tablet for the
manufacture of solid detergents. The additional features relied on by the applicant, namely the `shouldered'
corners, bevelled edges and concave centre, were mundane variations on the normal get-up of the products.
Those features did not enable the shape claimed to be registered as a trade mark, since a consumer who
focused his attention on them would not be able to ascertain the product's origin therefrom. The use of dark
shading for the concave centre failed to add distinctive character to the shape claimed. The use of different
colours was commonplace and, the decorative aspect aside, was likely to indicate the presence of various
active ingredients. The Board of Appeal added that the Office could certainly take account of decisions of
national authorities but was not bound by them.
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Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases T-117/00
to T-121/00 and T-128/00 essentially seek clarification of the legal position regarding the registrability of the
marks applied for. It considers that the marks concerned do not warrant protection under Regulation No 40/94.
However, since trade mark applications seeking protection for shapes similar to the one claimed in the present
case and the parallel cases referred to above have been filed on behalf of certain undertakings active on the
market, all the manufacturers are, it says, obliged to try to obtain equivalent protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances essentially two pleas in law. The first alleges infringement of Article 7(1)(b) of
Regulation No 40/94. The second alleges breach of the obligation to state reasons. Since those two pleas are
closely related in the present case, it is appropriate to examine them together.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape and pattern of the mark applied for and
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the fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.

17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all traders have an
interest in freely using the shape claimed. According to the applicant, consideration of that interest is
irrelevant where the question is to ascertain whether a trade mark is devoid of distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the purposes of an examination of
the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
a round shape, may be selected, and that they seem even preferable. In addition, detergents may be presented
in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the shape of the tablet alone may be
considered unusual and fanciful for a detergent in comparison with the other tablets on the market at the time
when the trade mark application was filed. More compellingly, the mark applied for has a distinctive character
resulting from the inlay in the centre of the tablet - which is darker than the tablet as a whole - and from its
other features.

21 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive and registrable sign. According
to the applicant, there have, until now, been no detergents on the market with a shape resembling that claimed
in the present case.

22 The Board of Appeal's argument that the basic shape of the tablets should be available for use by all
operators cannot therefore be accepted as a bar to registration of the mark applied for. Even if such an
argument were deemed relevant in relation to an objection under Article 7(1)(b) of Regulation No 40/94 -
which is disputed by the applicant - it is not relevant here, since the mark applied for does not consist of that
element alone.

23 The applicant points out that its applications for trade marks are made only to obtain exclusive rights with
respect to the specific combination of the features of each of the marks and not to block other traders from
using, for example, the rectangular shape for their detergents. It declares that it is willing to include
disclaimers to that effect if the Court should consider it necessary. It adds that it is clear from the many trade
mark applications made to the Office for three-dimensional marks for detergents in tablet form that the
number of different ways in which such tablets can be presented is almost unlimited.

24 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks
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having been carried out by the Bureau Benelux des Marques (Benelux Trademarks Office). Likewise, the
Office has published trade mark application no. 924 829, filed in the name of the applicant for a trade mark
in the form of a rectangular tablet coloured blue, green and white.

25 In response to a question asked by the Court, the applicant stated that its trade mark application does not
relate solely to products in tablet form for washing machines and dishwashers but to all the products referred
to in its application, which are not only from its home-care division but also from its beauty-care division. So
far as the beauty products are concerned, the three-dimensional mark applied for does not necessarily equate
to the shape of the product itself but may, for example, form an advertising gadget accompanying the product.
The applicant also submits that the Office did not state its reasons for refusing to register the mark applied for
in so far as it concerned beauty products.

26 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

27 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

28 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

29 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.

30 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

31 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view, the shape applied for is noticeably
different. Finally, it is necessary to determine whether that particular shape is capable of denoting the origin
of the product.

32 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

33 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

34 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.
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35 The Office contends that the rectangular shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

36 The Office considers that, since there is no colour graphic representation of the mark applied for and since
no colour has been claimed, the mark's distinctiveness must be assessed by reference to various shades of
grey, which cannot be thought of as different colours. The grey shades are not distinctive and the consumer
will perceive them as an indication of the presence of an additional active ingredient. Grey is not a colour
likely to confer distinctiveness on a functional object. At the hearing, the Office stated that where a trade
mark application gives no indication of colour, the mark's distinctiveness is assessed without account being
taken of the possibility that a coloured version of the mark might be used. It added that, in the event of such
a mark being registered, the owner may - in the majority of cases - none the less object to third parties using
a coloured version of the mark.

37 As regards the other features of the mark applied for, the Office asserts that the bevelled edges will not be
noticed by consumers, that they have a functional role and that they are commonplace for tablets of this kind.
The depression, which is almost impossible to discern, is merely an insert containing the additional active
ingredient and is a darker shade of grey than the rest of the tablet.

38 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness cannot be inferred
from, in particular, the fact that all the tablets are different from one another.

39 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not mean that it applied a
separate ground for refusal in this case, based on the need to keep a trade mark available for general use
(`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground, the Office would have to
show that competitors have a specific and concrete legitimate interest in using the same mark. In the present
case, the Office emphasises that the Board of Appeal merely pointed out that registration of the shape claimed
as a Community trade mark would have undesirable consequences for the functioning of the market. The
Office contends that it is necessary to consider, when applying Article 7(1)(b) of Regulation No 40/94, the
consequences of registering certain basic and commonplace words, signs or shapes. Denying this would
amount to denying the essential function of the system of trade marks and industrial property, which is to
foster fair competition.

40 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark application no. 924 829 was published in the Community Trade Marks
Bulletin but that the mark concerned was not accepted for registration. Furthermore, the Office argues that,
even supposing that it had actually registered that trade mark, the decision would be incorrect and the
applicant could not rely on it to ask for a decision which would repeat the error.

41 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.
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42 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not uniform.

43 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

44 Lastly, it having been explained by the applicant that its trade mark application also covers beauty
products, the Office stated at the hearing that it is prepared to review the grounds of refusal as regards these
other products referred to in the application.

Findings of the Court

45 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

46 In the present case, as regards the household goods referred to by the applicant in its application for a
Community mark, namely `washing and bleaching preparations and other substances for laundry use; cleaning,
polishing, scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps,'
falling within class 3 of the Nice Agreement, the mark applied for consists of the shape and pattern of the
product itself. By contrast, as regards products intended for personal care, in respect of which registration of
the mark has been sought and which also fall within class 3, under the heading `perfumery, essential oils,
cosmetics, hair lotions; dentifrices', it is difficult to see how the mark applied for could consist of the shape of
the product itself.

47 As regards household goods, it is clear from Article 4 of Regulation No 40/94 that a product's shape falls
among the signs which may constitute a Community trade mark. However, the fact that a category of signs is,
in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

48 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

49 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.
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50 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

51 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

52 It is appropriate to point out that the household goods in respect of which the trade mark was sought in
the present case are widely used consumer goods. The public concerned, in the case of these goods, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

53 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and pattern of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

54 In order to ascertain whether the combination of the shape of the tablet at issue and its pattern may be
perceived by members of the public as an indication of origin, the overall impression produced by that
combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23).
That is not incompatible with an examination of each of the product's individual features in turn.

55 Since the applicant has not claimed colour in the present case, the mark applied for cannot enable the
products to be identified by reference to their origin unless the average consumer, when he sees a rectangular
tablet with chamfered edges, speckles and a triangular inlay, will recognise it irrespective of its colour and
associate all products presented in that way with the same origin.

56 The three-dimensional shape for which registration has been sought, namely a rectangular tablet, is one of
the basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets. Likewise, the chamfered edges are a
barely perceptible variant on the basic shape and have no impact on the overall impression made by the tablet.

57 As regards the presence of speckles and a darker triangular inlay in the centre of the tablet, it is
appropriate to examine, first, the applicant's claim that the Board of Appeal failed to consider the speckles.
Although it is the case that the Board of Appeal did not specifically consider them in the contested decision,
it nevertheless remarked, when dealing with the triangular inlay, that the use of different colours was
commonplace for the goods in question (paragraph 18). That statement demonstrates that the Board of Appeal
took the view that the speckles were not capable of rendering the mark applied for distinctive, since what was
involved was a commonplace feature. The contested decision is therefore sufficiently reasoned in that regard.
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58 Further, the public concerned is used to seeing light and dark features in detergent preparations. Powder,
the form in which such products are traditionally presented, is usually very light grey or beige and appears
almost white. As the applicant itself explained at the hearing, powder often contains particles of one or more
colours, which may be darker or lighter than the product's basic colour. The advertising carried out by the
applicant and other manufacturers of detergents tends to highlight the fact that those particles indicate the
presence of various active ingredients. Those particles thus suggest certain qualities, although that does not
mean that they can be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94.
However, it does not follow from the fact that that ground of refusal is inapplicable that light and dark
features necessarily confer a distinctive character on the mark applied for. Where, as in the present case, the
target sector of the public sees the presence of light and dark features as a suggestion that the product has
certain qualities, and not as an indication of its origin, there is no distinctive character.

59 As regards the fact that, as well as the speckles, the tablet at issue features a triangular inlay in the centre
of its upper surface, the Board of Appeal's finding that the presence of such an inlay is not sufficient for the
tablet's appearance to be perceived as indicative of the product's origin is justified. Where various ingredients
are to be combined in a washing machine or dishwashing product in tablet form, adding an inlay to the
middle of the tablet is one of the most obvious solutions. The fact that the inlay consists of a slight
depression in the tablet's centre does not change the tablet's appearance significantly and is therefore not likely
to influence consumers' perception.

60 Nor is the fact that a triangular shape has been selected for the inlay sufficient to confer distinctiveness on
the mark applied for. Associating two basic geometric shapes in such a way as is seen in the tablet at issue is
one of the most obvious variations on the get-up of the product concerned. In the absence of any additional
features, capable of having an impact on consumers' perception, that combination of shapes does not enable
the public concerned to distinguish the products presented in that way from those having a different trade
origin.

61 The fact that consumers may nevertheless get into the habit of recognising the product from such a
combination of shapes is not enough, on its own, to preclude the ground for refusal based on Article 7(1)(b)
of Regulation No 40/94. Such a development in the public's perception of the sign, if proved, may be taken
into account only for the purposes of Article 7(3) of Regulation No 40/94.

62 It does not matter in that regard that the specific combination of geometric shapes mentioned above is not
currently used for washing machine or dishwasher products. By varying the basic geometric shapes and adding
inlays and speckles, different combinations of those features may be obtained. The ensuing differences in the
appearance of the various tablets are not sufficient to enable each of those tablets to function as an indication
of the product's origin, inasmuch as those differences are, as in the present case, obvious variations on the
product's basic shapes.

63 Given the overall impression created by the combination of the shape and pattern of the tablet in question,
the mark applied for does not enable consumers to distinguish the products concerned from those having a
different trade origin when they come to select a product for purchase.

64 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.
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65 Next, as regards the applicant's arguments concerning the practices of national trade mark offices, it must
be reiterated that registrations already made in the Member States are only one factor which may be taken
into consideration, without being given decisive weight, in the registration of a Community trade mark (Case
T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265, paragraph 61; and Case T-24/00
Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33). Furthermore, the applicant has not claimed
that a trade mark identical to the one applied for has been registered by any national office. It is clear from
the Office's answers to the Court's questions that, more generally, the practices of the national trade mark
offices, as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not
uniform. Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

66 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark application whose publication is relied on by the applicant has not
resulted in registration and that it is anticipated that registration will be refused. In those circumstances, the
argument based on the publication of that application has become otiose in any event.

67 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

68 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character as regards products falling within class 3 of the Nice Agreement and
corresponding to the following description: `washing and bleaching preparations and other substances for
laundry use; cleaning, polishing, scouring and abrasive preparations; preparations for the washing, cleaning and
care of dishes; soaps'.

69 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape of the tablet at issue available, it must be observed that the absolute grounds for refusal set out in
Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to prevent the
grant to one operator alone of exclusive rights which could hinder competition on the market for the goods or
services concerned (see, as regards the ground of refusal relating to the descriptive nature of the sign, the
judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR
I-2779, paragraph 25). However, the interest that competitors of an applicant for a three-dimensional mark
consisting of the product's design may have in being able freely to choose shapes and patterns for their own
products is not in itself a ground for refusing registration of such a mark, nor a criterion sufficient in itself for
the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No 40/94, in excluding the
registration of signs devoid of any distinctive character, protects any interest there may be in keeping available
various alternatives for a product's design only to the extent to which the design of the product in respect of
which registration is sought is not capable, a priori and irrespective of the use made of it within the meaning
of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to say, of enabling the public
concerned to distinguish the product concerned from those having a different trade origin.

70 Although the Board of Appeal referred in the contested decision to the interest in preventing trade mark
law from giving rise to a monopoly on a product, it does not, however, follow that in this case the Board
failed to have due regard to the criteria applicable in assessing the distinctiveness of the mark applied for. In
paragraph 11 of the contested decision, the Board of Appeal states that a product's shape may be registered as
a Community trade mark `provided that the shape displays certain features that are sufficiently unusual and
arbitrary to enable the relevant consumers to recognise the product, purely on the basis of its appearance, as
emanating from a specific undertaking'. Its consideration in paragraph 18 of the contested decision of the
relevant public's perception
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of the features of the mark applied for is therefore consonant with the principles set out above.

71 Finally, as regards products falling within class 3 of the Nice Agreement under the heading `perfumery,
essential oils, cosmetics, hair lotions; dentifrices', the Board of Appeal does not state reasons in the contested
decision in support of its finding that the mark applied for is devoid of any distinctive character.

72 It follows that the Court is not in a position in the present case to review the legality of the contested
decision in relation to the latter products. It must therefore be held that the contested decision is vitiated in
that regard on account of breach of the requirement to state reasons prescribed by Article 73 of Regulation No
40/94. The fact that the applicant pleaded breach of that requirement only at the hearing does not preclude
the Court from considering it, since a failure to state reasons is a matter of public policy which must be
raised of the Court's own motion (see Case C-367/95 P Commission v Sytraval [1998] ECR I-1719, paragraph
67).

73 Consequently, the contested decision must be annulled in so far as it concerns products falling within class
3 of the Nice Agreement corresponding to the description `perfumery, essential oils, cosmetics, hair lotions;
dentifrices', and the remainder of the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-128/00.

In Case T-128/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 8 March 2000 (Case R-506/1999-1), which was notified to
the applicant on 13 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 12 May 2000,

having regard to the response lodged at the Court Registry on 27 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

74 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where the
circumstances are exceptional. Since the contested decision is to be partially annulled, it is appropriate to
order the parties to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 8 March 2000 (Case R-506/1999-1) in so far as it concerns
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products falling within Class 3 of the Nice Agreement corresponding to the description `perfumery, essential
oils, cosmetics, hair lotions; dentifrices';

2. Dismisses the remainder of the action;

3. Orders the parties to bear their own costs.

Background to the dispute

1 On 7 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a square tablet with chamfered edges and
bevelled corners and with speckles and a dark square depression in the centre of its upper surface. Colour has
not been claimed.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps; perfumery, essential oils, cosmetics, hair
lotions; dentifrices'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 8 March 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's square shape did not
make it distinctive. The basic geometric shapes (square, round, or rectangular) were the most obvious shapes
for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for the manufacture
of solid detergents. The additional features relied on by the applicant, namely the `shouldered' corners,
bevelled edges and concave centre, were mundane variations on the normal get-up of the products. Those
features did not enable the shape claimed to be registered as a trade mark, since a consumer who focused his
attention on them would not be able to ascertain the product's origin therefrom. The use of dark shading for
the concave centre failed to add distinctive character to the shape claimed. The use of different colours was
commonplace and, the decorative aspect aside, was likely to indicate the presence of various active
ingredients. The Board of Appeal added that the Office could certainly take account of decisions of national
authorities but was not bound by them.
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Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases T-117/00
to T-121/00 and T-129/00 essentially seek clarification of the legal position regarding the registrability of the
marks applied for. It considers that the marks concerned do not warrant protection under Regulation No 40/94.
However, since trade mark applications seeking protection for shapes similar to the one claimed in the present
case and the parallel cases referred to above have been filed on behalf of certain undertakings active on the
market, all the manufacturers are, it says, obliged to try to obtain equivalent protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances essentially two pleas in law. The first alleges infringement of Article 7(1)(b) of
Regulation No 40/94. The second alleges breach of the obligation to state reasons. Since those two pleas are
closely related in the present case, it is appropriate to examine them together.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape and pattern of the mark applied for and
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the fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.

17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all traders have an
interest in freely using the shape claimed. According to the applicant, consideration of that interest is
irrelevant where the question is to ascertain whether a trade mark is devoid of distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the purposes of an examination of
the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
a round shape, may be selected, and that they seem even preferable. In addition, detergents may be presented
in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the shape of the tablet alone may be
considered unusual and fanciful for a detergent in comparison with the other tablets on the market at the time
when the trade mark application was filed. More compellingly, the mark applied for has a distinctive character
resulting from the inlay in the centre of the tablet - which is darker than the tablet as a whole - and from its
other features.

21 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive and registrable sign. According
to the applicant, there have, until now, been no detergents on the market with a shape resembling that claimed
in the present case.

22 The Board of Appeal's argument that the basic shape of the tablets should be available for use by all
operators cannot therefore be accepted as a bar to registration of the mark applied for. Even if such an
argument were deemed relevant in relation to an objection under Article 7(1)(b) of Regulation No 40/94 -
which is disputed by the applicant - it is not relevant here, since the mark applied for does not consist of that
element alone.

23 The applicant points out that its applications for trade marks are made only to obtain exclusive rights with
respect to the specific combination of the features of each of the marks and not to block other traders from
using, for example, the rectangular shape for their detergents. It declares that it is willing to include
disclaimers to that effect if the Court should consider it necessary. It adds that it is clear from the many trade
mark applications made to the Office for three-dimensional marks for detergents in tablet form that the
number of different ways in which such tablets can be presented is almost unlimited.

24 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks
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having been carried out by the Bureau Benelux des Marques (Benelux Trademarks Office). Likewise, the
Office has published trade mark application no. 924 829, filed in the name of the applicant for a trade mark
in the form of a rectangular tablet coloured blue, green and white.

25 In response to a question asked by the Court, the applicant stated that its trade mark application does not
relate solely to products in tablet form for washing machines and dishwashers but to all the products referred
to in its application, which are not only from its home-care division but also from its beauty-care division. So
far as the beauty products are concerned, the three-dimensional mark applied for does not necessarily equate
to the shape of the product itself but may, for example, form an advertising gadget accompanying the product.
The applicant also submits that the Office did not state its reasons for refusing to register the mark applied for
in so far as it concerned beauty products.

26 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

27 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

28 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

29 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.

30 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

31 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view, the shape applied for is noticeably
different. Finally, it is necessary to determine whether that particular shape is capable of denoting the origin
of the product.

32 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

33 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

34 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.
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35 The Office contends that the rectangular shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

36 The Office considers that, since there is no colour graphic representation of the mark applied for and since
no colour has been claimed, the mark's distinctiveness must be assessed by reference to various shades of
grey, which cannot be thought of as different colours. The grey shades are not distinctive and the consumer
will perceive them as an indication of the presence of an additional active ingredient. Grey is not a colour
likely to confer distinctiveness on a functional object. At the hearing, the Office stated that where a trade
mark application gives no indication of colour, the mark's distinctiveness is assessed without account being
taken of the possibility that a coloured version of the mark might be used. It added that, in the event of such
a mark being registered, the owner may - in the majority of cases - none the less object to third parties using
a coloured version of the mark.

37 As regards the other features of the mark applied for, the Office asserts that the bevelled edges will not be
noticed by consumers, that they have a functional role and that they are commonplace for tablets of this kind.
The depression, which is almost impossible to discern, is merely an insert containing the additional active
ingredient and is a darker shade of grey than the rest of the tablet.

38 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness cannot be inferred
from, in particular, the fact that all the tablets are different from one another.

39 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not mean that it applied a
separate ground for refusal in this case, based on the need to keep a trade mark available for general use
(`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground, the Office would have to
show that competitors have a specific and concrete legitimate interest in using the same mark. In the present
case, the Office emphasises that the Board of Appeal merely pointed out that registration of the shape claimed
as a Community trade mark would have undesirable consequences for the functioning of the market. The
Office contends that it is necessary to consider, when applying Article 7(1)(b) of Regulation No 40/94, the
consequences of registering certain basic and commonplace words, signs or shapes. Denying this would
amount to denying the essential function of the system of trade marks and industrial property, which is to
foster fair competition.

40 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark application no. 924 829 was published in the Community Trade Marks
Bulletin but that the mark concerned was not accepted for registration. Furthermore, the Office argues that,
even supposing that it had actually registered that trade mark, the decision would be incorrect and the
applicant could not rely on it to ask for a decision which would repeat the error.

41 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.
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42 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not uniform.

43 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

44 Lastly, it having been explained by the applicant that its trade mark application also covers beauty
products, the Office stated at the hearing that it is prepared to review the grounds of refusal as regards these
other products referred to in the application.

Findings of the Court

45 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

46 In the present case, as regards the household goods referred to by the applicant in its application for a
Community mark, namely `washing and bleaching preparations and other substances for laundry use; cleaning,
polishing, scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps,'
falling within class 3 of the Nice Agreement, the mark applied for consists of the shape and pattern of the
product itself. By contrast, as regards products intended for personal care, in respect of which registration of
the mark has been sought and which also fall within class 3, under the heading `perfumery, essential oils,
cosmetics, hair lotions; dentifrices', it is difficult to see how the mark applied for could consist of the shape of
the product itself.

47 As regards household goods, it is clear from Article 4 of Regulation No 40/94 that a product's shape falls
among the signs which may constitute a Community trade mark. However, the fact that a category of signs is,
in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

48 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

49 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.
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50 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

51 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

52 It is appropriate to point out that the household goods in respect of which the trade mark was sought in
the present case are widely used consumer goods. The public concerned, in the case of these goods, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

53 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and pattern of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

54 In order to ascertain whether the combination of the shape and pattern of the tablet at issue may be
perceived by members of the public as an indication of origin, the overall impression produced by that
combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23).
That is not incompatible with an examination of each of the product's individual features in turn.

55 Since the applicant has not claimed colour in the present case, the mark applied for cannot enable the
products to be identified by reference to their origin unless the average consumer, when he sees a square
tablet with chamfered edges, speckles and a square inlay, will recognise it irrespective of its colour and
associate all products presented in that way with the same origin.

56 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The tablet's bevelled edges are dictated by practical considerations and are not likely to be
perceived by the average consumer as a distinctive feature of the shape claimed, capable of distinguishing it
from other washing machine or dishwasher tablets. Likewise, the chamfered edges are a barely perceptible
variant on the basic shape and have no impact on the overall impression made by the tablet.

57 As regards the presence of speckles and a darker square inlay in the centre of the tablet, it is appropriate
to examine, first, the applicant's claim that the Board of Appeal failed to consider the speckles. Although it is
the case that the Board of Appeal did not specifically consider them in the contested decision, it nevertheless
remarked, when dealing with the square inlay, that the use of different colours was commonplace for the
goods in question (paragraph 18). That statement demonstrates that the Board of Appeal took the view that the
speckles were not capable of rendering the mark applied for distinctive, since what was involved was a
commonplace feature. The contested decision is therefore sufficiently reasoned in that regard.
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58 Further, the public concerned is used to seeing light and dark features in detergent preparations. Powder,
the form in which such products are traditionally presented, is usually very light grey or beige and appears
almost white. As the applicant itself explained at the hearing, powder often contains particles of one or more
colours, which may be darker or lighter than the product's basic colour. The advertising carried out by the
applicant and other manufacturers of detergents tends to highlight the fact that those particles indicate the
presence of various active ingredients. Those particles thus suggest certain qualities, although that does not
mean that they can be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94.
However, it does not follow from the fact that that ground of refusal is inapplicable that light and dark
features necessarily confer a distinctive character on the mark applied for. Where, as in the present case, the
target sector of the public sees the presence of light and dark features as a suggestion that the product has
certain qualities, and not as an indication of its origin, there is no distinctive character.

59 As regards the fact that, as well as the speckles, the tablet at issue features a square inlay in its centre and
on its upper surface, the Board of Appeal's finding that the presence of such an inlay is not sufficient for the
tablet's appearance to be perceived as indicative of the product's origin is justified. Where various ingredients
are to be combined in a washing machine or dishwashing product in tablet form, adding an inlay to the
middle of the tablet is one of the most obvious solutions. The fact that the inlay consists of a slight
depression in the tablet's centre does not change the tablet's appearance significantly and is therefore not likely
to influence consumers' perception.

60 Nor is the fact that a square shape has been selected for the inlay likely to confer distinctiveness on the
mark applied for. Such an inlay, the shape of which corresponds to the shape of the tablet itself, does not
enable the public concerned to distinguish the products presented in that way from those having a different
trade origin.

61 The fact that consumers may nevertheless get into the habit of recognising the product from the shape and
pattern of the tablet is not enough, on its own, to preclude the ground for refusal based on Article 7(1)(b) of
Regulation No 40/94. Such a development in the public's perception of the sign, if proved, may be taken into
account only for the purposes of Article 7(3) of Regulation No 40/94.

62 The applicant's assertion that the specific combination of shape and pattern mentioned above is not
currently used for washing machine or dishwasher products makes no difference in that regard. By varying
the basic geometric shapes and adding inlays and speckles, different combinations of those features may be
obtained. The ensuing differences in the appearance of the various tablets are not sufficient to enable each of
those tablets to function as an indication of the product's origin, inasmuch as those differences are, as in the
present case, obvious variations on the product's basic shapes.

63 Given the overall impression created by the combination of the shape and pattern of the tablet in question,
the mark applied for does not enable consumers to distinguish the products concerned from those having a
different trade origin when they come to select a product for purchase.

64 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

65 Next, as regards the applicant's arguments concerning the practices of national trade mark offices,
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it must be reiterated that registrations already made in the Member States are only one factor which may be
taken into consideration, without being given decisive weight, in the registration of a Community trade mark
(Case T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265, paragraph 61; and Case T-24/00
Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33). Furthermore, the applicant has not claimed
that a trade mark identical to the one applied for has been registered by any national office. It is clear from
the Office's answers to the Court's questions that, more generally, the practices of the national trade mark
offices, as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not
uniform. Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

66 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark application whose publication is relied on by the applicant has not
resulted in registration and that it is anticipated that registration will be refused. In those circumstances, the
argument based on the publication of that application has become otiose in any event.

67 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

68 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character as regards products falling within class 3 of the Nice Agreement and
corresponding to the following description: `washing and bleaching preparations and other substances for
laundry use; cleaning, polishing, scouring and abrasive preparations; preparations for the washing, cleaning and
care of dishes; soaps'.

69 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape of the tablet at issue available, it must be observed that the absolute grounds for refusal set out in
Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to prevent the
grant to one operator alone of exclusive rights which could hinder competition on the market for the goods or
services concerned (see, as regards the ground of refusal relating to the descriptive nature of the sign, the
judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR
I-2779, paragraph 25). However, the interest that competitors of an applicant for a three-dimensional mark
consisting of the product's design may have in being able freely to choose shapes and patterns for their own
products is not in itself a ground for refusing registration of such a mark, nor a criterion sufficient in itself for
the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No 40/94, in excluding the
registration of signs devoid of any distinctive character, protects any interest there may be in keeping available
various alternatives for a product's design only to the extent to which the design of the product in respect of
which registration is sought is not capable, a priori and irrespective of the use made of it within the meaning
of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to say, of enabling the public
concerned to distinguish the product concerned from those having a different trade origin.

70 Although the Board of Appeal referred in the contested decision to the interest in preventing trade mark
law from giving rise to a monopoly on a product, it does not, however, follow that in this case the Board
failed to have due regard to the criteria applicable in assessing the distinctiveness of the mark applied for. In
paragraph 11 of the contested decision, the Board of Appeal states that a product's shape may be registered as
a Community trade mark `provided that the shape displays certain features that are sufficiently unusual and
arbitrary to enable the relevant consumers to recognise the product, purely on the basis of its appearance, as
emanating from a specific undertaking'. Its consideration in paragraph 18 of the contested decision of the
relevant public's perception of the features of the mark applied for is therefore consonant with the principles
set out above.
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71 Finally, as regards products falling within class 3 of the Nice Agreement under the heading `perfumery,
essential oils, cosmetics, hair lotions; dentifrices', the Board of Appeal does not state reasons in the contested
decision in support of its finding that the mark applied for is devoid of any distinctive character.

72 It follows that the Court is not in a position in the present case to review the legality of the contested
decision in relation to the latter products. It must therefore be held that the contested decision is vitiated in
that regard on account of breach of the requirement to state reasons prescribed by Article 73 of Regulation No
40/94. The fact that the applicant pleaded breach of that requirement only at the hearing does not preclude
the Court from considering it, since a failure to state reasons is a matter of public policy which must be
raised of the Court's own motion (see Case C-367/95 P Commission v Sytraval [1998] ECR I-1719, paragraph
67).

73 Consequently, the contested decision must be annulled in so far as it concerns products falling within class
3 of the Nice Agreement corresponding to the description `perfumery, essential oils, cosmetics, hair lotions;
dentifrices', and the remainder of the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-121/00.

In Case T-121/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 29 February 2000 (Case R-529/1999-1), which was notified
to the applicant on 3 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 3 May 2000,

having regard to the response lodged at the Court Registry on 28 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

73 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94 and was thus partly responsible for bringing about the proceedings, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:
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1. Dismisses the action;

2. Orders the parties to bear their own costs.

Background to the dispute

1 On 13 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a square tablet with slightly rounded edges and
corners and is white with green and blue speckles, the colours also being claimed for registration.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 29 February 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's square shape did not
make it distinctive. The basic geometric shapes (square, round, triangular or rectangular) were the most
obvious shapes for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for
the manufacture of solid detergents. Nor did the mark's colours enhance its distinctive character, since white,
which is associated with spotless cleanliness, was a traditional colour for soap powders, whilst the use of
coloured speckles was well established. Not only were coloured speckles appealing to the eye, but they might
also indicate the presence of active ingredients, for which reason other traders must be able to use them for
that purpose. That was also true of the colours green and blue, which are basic colours with positive
connotations, given that green is associated with environmental protection and that blue is perceived as the
colour of clean uncontaminated water. The Board of Appeal added that the Office could certainly take account
of decisions of national authorities but was not bound by them.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;
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- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases T-117/00
to T-120/00, T-128/00 and T-129/00 essentially seek clarification of the legal position regarding the
registrability of the marks applied for. It considers that the marks concerned do not warrant protection under
Regulation No 40/94. However, since trade mark applications seeking protection for shapes similar to the one
claimed in the present case and the parallel cases referred to above have been filed on behalf of certain
undertakings active on the market, all the manufacturers are, it says, obliged to try to obtain equivalent
protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances a single plea in law, alleging infringement of Article 7(1)(b) of Regulation No
40/94.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape, pattern and colours of the mark applied for and the
fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.

17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all
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traders have an interest in freely using the shape claimed. According to the applicant, consideration of that
interest is irrelevant where the question is to ascertain whether a trade mark is devoid of distinctive character
for the purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the purposes of an
examination of the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
rectangular or round shapes, may be selected, and that they seem even preferable. In addition, detergents may
be presented in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the square shape of the tablet alone
may be considered unusual and fanciful for a detergent in comparison with the other tablets on the market at
the time when the trade mark application was filed.

21 As regards the pattern formed by the speckles, the applicant submits that the considerations relating to their
function as an indication of the presence of certain active ingredients, even supposing that they are correct, are
not relevant in any assessment of distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94. Such considerations can come into play only when the ground of refusal referred to in Article 7(1)(c)
of Regulation No 40/94 is applied, which is of no relevance in the present proceedings. The applicant does
not see why the fact that a feature of a mark is allegedly appealing to the eye precludes registration of the
mark under Article 7(1)(b) of Regulation No 40/94. The speckles add something fanciful, arbitrary and
unusual to the overall get-up of the mark and have a clear impact on its appearance. They enable the goods
of one undertaking to be distinguished from those of other undertakings.

22 As regards the colours of the mark applied for, the applicant observes that it is well established that a sign
consisting of a combination of colours may have inherent distinctive character and that in some cases even a
single colour may be distinctive. Marks in which a colour combination of two or three colours is applied to a
specific shape (square tablet with a certain thickness) in a specific pattern (in the present case, speckles)
certainly have a minimum of distinctiveness. The applicant submits that that conclusion would be no different
even if the Board of Appeal's assertion that white, which is associated with spotless cleanliness, is the
traditional colour of soap powder and that green and blue have positive connotations was held to be well
founded. Furthermore, the applicant disputes that assertion, in respect of which no proof has been provided.
In any event, the applicant claims that the mark applied for is distinctive given that one of the colours
described in the application for registration is yellow.

23 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive and registrable sign.

24 The Board of Appeal's argument that the individual components of the mark applied for should be
available for use by all operators cannot therefore be accepted as a bar to registration of the mark applied for.
Even if such an argument were deemed relevant in relation to an objection under Article 7(1)(b) of
Regulation No 40/94 - which is disputed by the applicant - assessment of that objection should relate to the
mark considered as a whole and not to each of its components taken in isolation.
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25 The applicant points out that its applications for trade marks are made only to obtain exclusive rights with
respect to the specific combination of the features of each of the marks (shape, pattern and colour) and not to
block other traders from using, for example, the colours green or blue for their detergents. It declares that it
is willing to include disclaimers to that effect if the Court should consider it necessary. It adds that it is clear
from the many trade mark applications made to the Office for three-dimensional marks for detergents in tablet
form that the number of different ways in which such tablets can be presented is almost unlimited.

26 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks having been carried out by the Bureau Benelux des
Marques (Benelux Trademarks Office). Likewise, the Office has published similar applications for marks,
namely:

- Application no. 809 830 in the name of Benckiser N.V. for a trade mark in the form of a round tablet
consisting of two layers coloured blue and white;

- Application no. 924 829 filed in the name of the applicant for a trade mark in the form of a rectangular
tablet coloured blue, green and white.

27 In that connection, the applicant also points out that the Office has accepted certain three-dimensional
marks for coloured toothpastes, although objections similar to those made in this instance in respect of its own
application could have been raised in respect of the shape, pattern and colour of each of those trade marks.
The applicant submits that the mark applied for should have been treated in the same way. The applicant
adds that it filed observations against the trade marks mentioned above in order, inter alia, to draw attention
to the discrepancies in the way the Office applies the provisions of Regulation No 40/94 to three-dimensional
trade marks.

28 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

29 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

30 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

31 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.

32 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

33 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view,
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the shape applied for is noticeably different. Finally, it is necessary to determine whether that particular shape
is capable of denoting the origin of the product.

34 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

35 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

36 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.

37 The Office contends that the rectangular shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

38 As regards the colours, it contends that the tablet's predominant colour (white) is not distinctive, since
white is the normal colour of laundry and dishwashing products.

39 According to the Office, the use of coloured speckles is commonplace and is likely to indicate that certain
active ingredients are being used. The speckles are indicative of the degree of homogeneity of the raw
material of which the washing powder or tablet is composed but are not in any way an indication of the
product's origin. In the present case, the speckles do not constitute a `pattern': nor are they a combination of
colours or a single colour. The Office points out that the speckles are small, that they are difficult to see and
that the tablet has to be very closely examined in order for their colour to be discerned.

40 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness cannot be
inferred from, in particular, the fact that all the tablets are different from one another.

41 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect of which a competitor has been granted registration, or even one claimed by a
competitor, before the position is clarified by a judicial ruling.

42 Referring to Article 7(3) of Regulation No 40/94, the Office adds that, theoretically, the colours could
acquire distinctiveness through use but that that would have to be proved. In the present case, the applicant
has never raised the possibility that distinctive character may have been acquired through use.

43 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not
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mean that it applied a separate ground for refusal in this case, based on the need to keep a trade mark
available for general use (`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground,
the Office would have to show that competitors have a specific and concrete legitimate interest in using the
same mark. In the present case, the Office states that the Board of Appeal merely pointed out that
registration of the shape claimed as a Community trade mark would have undesirable consequences for the
functioning of the market. The Office contends that it is necessary to consider, when applying Article 7(1)(b)
of Regulation No 40/94, the consequences of registering certain basic and commonplace words, signs or
shapes. Denying this would amount to denying the essential function of the system of trade marks and
industrial property, which is to foster fair competition.

44 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark applications no. 809 830 and no. 924 829 were published in the Community
Trade Marks Bulletin but were not accepted for registration. Furthermore, the Office argues that, even
supposing that it had actually registered those trade marks, the decisions would be incorrect and the applicant
could not rely on them to ask for a decision which would repeat the error.

45 The Office argues that the trade marks registered for toothpaste are not comparable to the mark applied for
here, not only because they were applied for as figurative marks but also because the products and the way in
which they are used, as well as the marks' features, are different.

46 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor, which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.

47 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not uniform.

48 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

Findings of the Court

49 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

50 In the present case, the mark applied for by the applicant in its application for a Community trade mark,
which refers to `washing and bleaching preparations and other substances for laundry use; cleaning, polishing,
scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps', falling
within class 3 of the Nice Agreement, consists of the shape and the arrangement of the colours of the product
itself.

51 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours
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fall among the signs which may constitute a Community trade mark. However, the fact that a category of
signs is, in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

52 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

53 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

54 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

55 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

56 It is appropriate to point out that the products in respect of which the trade mark was sought in the
present case are widely used consumer goods. The public concerned, in the case of these products, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

57 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and colours of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

58 In order to ascertain whether the combination of the tablet's shape and the arrangement of its colours may
be perceived by members of the public as an indication of origin, the overall impression produced by that
combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR

© An extract from a JUSTIS database



62000A0121 European Court reports 2001 Page II-02777 9

I-6191, paragraph 23). That is not incompatible with an examination of each of the product's individual
features in turn.

59 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets.

60 As to the presence of green and blue speckles, the public concerned is used to seeing different colour
features in detergent preparations. Powder, the form in which such products are traditionally presented, is
usually very light grey or beige and appears almost white. As the applicant itself explained at the hearing,
powder often contains particles of one or more different colours. The advertising carried out by the applicant
and other manufacturers of detergents tends to highlight the fact that those particles indicate the presence of
various active ingredients. The coloured particles thus suggest certain qualities, although that does not mean
that they can be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94.
However, it does not follow from the fact that that ground for refusal is inapplicable that the coloured
elements necessarily confer a distinctive character on the mark applied for. Where, as in the present case, the
target sector of the public sees the presence of coloured elements as a suggestion that the product has certain
qualities, and not as an indication of its origin, there is no distinctive character. The fact that consumers may
nevertheless get into the habit of recognising the product from its colours is not enough, on its own, to
preclude the ground for refusal based on Article 7(1)(b) of Regulation No 40/94. Such a development in the
public's perception of the sign, if proved, may be taken into account only for the purposes of Article 7(3) of
Regulation No 40/94.

61 As regards the colours green and blue, it must be observed that the use of basic colours, such as blue or
green, is commonplace and is even typical of detergents. The use of other basic colours, such as red or
yellow, is one of the most obvious variations on the typical design of these products. The same is true of the
various shades of those colours.

62 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

63 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour other basic colours in the form of
speckles. The ensuing differences in the appearance of the various tablets are not sufficient to enable each of
those tablets to function as an indication of the product's origin, inasmuch as those differences are, as in the
present case, obvious variations on the product's basic shapes.

64 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for does not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

65 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

66 Next, as regards the applicant's arguments concerning the practices of national trade mark offices, it must
be reiterated that registrations already made in the Member States are only one factor
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which may be taken into consideration, without being given decisive weight, in the registration of a
Community trade mark (Case T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265,
paragraph 61; and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33).
Furthermore, it is clear from the applicant's replies to this Court's questions that an application for registration
of an identical mark was made only in France and that the application has been withdrawn. It is clear from
the Office's answers to the Court's questions that, more generally, the practices of the national trade mark
offices, as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not
uniform. Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

67 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark applications whose publication is relied on by the applicant have not
resulted in registrations. One of the applications concerned was refused by the examiner, after commencement
of the present action, and that decision is currently being reviewed by a Board of Appeal. According to the
Office, it is anticipated that the other application will be refused. In those circumstances, the argument based
on the publication of those applications has become otiose in any event. It should be added that, as regards
the registration of certain marks for toothpastes referred to by the applicant, those trade marks and the product
in respect of which their registration was sought are different from the mark and the product at issue in the
present case. So the way that the Office dealt with the registration of trade marks for toothpaste cannot be
regarded as relevant in this case.

68 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

69 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character.

70 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape and colours of the tablet at issue available, it must be observed that the absolute grounds for refusal
set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to
prevent the grant to one operator alone of exclusive rights which could hinder competition on the market for
the goods or services concerned (see, as regards the ground of refusal relating to the descriptive nature of the
sign, the judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). However, the interest that competitors of an applicant for a
three-dimensional mark consisting of the product's design may have in being able freely to choose shapes and
colours for their own products is not in itself a ground for refusing registration of such a mark, nor a criterion
sufficient in itself for the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No
40/94, in excluding the registration of signs devoid of any distinctive character, protects any interest there may
be in keeping available various alternatives for a product's design only to the extent to which the design of
the product in respect of which registration is sought is not capable, a priori and irrespective of the use made
of it within the meaning of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to
say, of enabling the public concerned to distinguish the product concerned from those having a different trade
origin.

71 Although the Board of Appeal gave considerable weight, in the contested decision, to considerations
relating to the interest in preventing trade mark law from giving rise to a monopoly on a product, it does not,
however, follow that in this case the Board failed to have due regard to the criteria applicable in assessing the
distinctiveness of the mark applied for. In paragraph 11 of the contested decision, the Board of Appeal states
that a product's shape may be registered as a Community trade mark `provided that the shape displays certain
features that are sufficiently unusual and arbitrary

© An extract from a JUSTIS database



62000A0121 European Court reports 2001 Page II-02777 11

to enable the relevant consumers to recognise the product, purely on the basis of its appearance, as emanating
from a specific undertaking'. Thus it applied in substance a criterion consonant with the principles set out
above.

72 In the light of the foregoing considerations, the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-120/00.

In Case T-120/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 29 February 2000 (Case R-520/1999-1), which was notified
to the applicant on 3 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 3 May 2000,

having regard to the response lodged at the Court Registry on 28 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

73 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94 and was thus partly responsible for bringing about the proceedings, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

© An extract from a JUSTIS database



62000A0120 European Court reports 2001 Page II-02769 2

1. Dismisses the action;

2. Orders the parties to bear their own costs.

Background to the dispute

1 On 13 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a square tablet with slightly rounded edges and
corners and is white with blue speckles, the colours also being claimed for registration.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 29 February 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's square shape did not
make it distinctive. The basic geometric shapes (square, round, triangular or rectangular) were the most
obvious shapes for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for
the manufacture of solid detergents. Nor did the mark's colours enhance its distinctive character, since white,
which is associated with spotless cleanliness, was a traditional colour for soap powders, whilst the use of
coloured speckles was well established. Not only were coloured speckles appealing to the eye, but they might
also indicate the presence of active ingredients, for which reason other traders must be able to use them for
that purpose. That was also true of the colour blue, which is a basic colour with positive connotations, given
that it is perceived as the colour of clean uncontaminated water. The Board of Appeal added that the Office
could certainly take account of decisions of national authorities but was not bound by them.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.
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9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases T-117/00
to T-119/00, T-121/00, T-128/00 and T-129/00 essentially seek clarification of the legal position regarding the
registrability of the marks applied for. It considers that the marks concerned do not warrant protection under
Regulation No 40/94. However, since trade mark applications seeking protection for shapes similar to the one
claimed in the present case and the parallel cases referred to above have been filed on behalf of certain
undertakings active on the market, all the manufacturers are, it says, obliged to try to obtain equivalent
protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances a single plea in law, alleging infringement of Article 7(1)(b) of Regulation No
40/94.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape, pattern and colours of the mark applied for and the
fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.

17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all
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traders have an interest in freely using the shape claimed. According to the applicant, consideration of that
interest is irrelevant where the question is to ascertain whether a trade mark is devoid of distinctive character
for the purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the purposes of an
examination of the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
rectangular or round shapes, may be selected, and that they seem even preferable. In addition, detergents may
be presented in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the square shape of the tablet alone
may be considered unusual and fanciful for a detergent in comparison with the other tablets on the market at
the time when the trade mark application was filed.

21 As regards the pattern formed by the speckles, the applicant submits that the considerations relating to their
function as an indication of the presence of certain active ingredients, even supposing that they are correct, are
not relevant in any assessment of distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94. Such considerations can come into play only when the ground of refusal referred to in Article 7(1)(c)
of Regulation No 40/94 is applied, which is of no relevance in the present proceedings. The applicant does
not see why the fact that a feature of a mark is allegedly appealing to the eye precludes registration of the
mark under Article 7(1)(b) of Regulation No 40/94. The speckles add something fanciful, arbitrary and
unusual to the overall get-up of the mark and have a clear impact on its appearance. They enable the goods
of one undertaking to be distinguished from those of other undertakings.

22 As regards the colours of the mark applied for, the applicant observes that it is well established that a sign
consisting of a combination of colours may have inherent distinctive character and that in some cases even a
single colour may be distinctive. Marks in which a colour combination of two or three colours is applied to a
specific shape (square tablet with a certain thickness) in a specific pattern (in the present case, speckles)
certainly have a minimum of distinctiveness. The applicant submits that that conclusion would be no different
even if the Board of Appeal's assertion that white, which is associated with spotless cleanliness, is the
traditional colour of soap powder and that blue has positive connotations was held to be well founded.
Furthermore, the applicant disputes that assertion, in respect of which no proof has been provided. In any
event, the applicant claims that the mark applied for is distinctive given that one of the colours described in
the application for registration is yellow.

23 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive and registrable sign.

24 The Board of Appeal's argument that the individual components of the mark applied for should be
available for use by all operators cannot therefore be accepted as a bar to registration of the mark applied for.
Even if such an argument were deemed relevant in relation to an objection under Article 7(1)(b) of
Regulation No 40/94 - which is disputed by the applicant - assessment of that objection should relate to the
mark considered as a whole and not to each of its components taken in isolation.
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25 The applicant points out that its applications for trade marks are made only to obtain exclusive rights with
respect to the specific combination of the features of each of the marks (shape, pattern and colour) and not to
block other traders from using, for example, the colour blue for their detergents. It declares that it is willing
to include disclaimers to that effect if the Court should consider it necessary. It adds that it is clear from the
many trade mark applications made to the Office for three-dimensional marks for detergents in tablet form that
the number of different ways in which such tablets can be presented is almost unlimited.

26 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks having been carried out by the Bureau Benelux des
Marques (Benelux Trademarks Office). Likewise, the Office has published similar applications for marks,
namely:

- Application no. 809 830 in the name of Benckiser N.V. for a trade mark in the form of a round tablet
consisting of two layers coloured blue and white;

- Application no. 924 829 filed in the name of the applicant for a trade mark in the form of a rectangular
tablet coloured blue, green and white.

27 In that connection, the applicant also points out that the Office has accepted certain three-dimensional
marks for coloured toothpastes, although objections similar to those made in this instance in respect of its own
application could have been raised in respect of the shape, pattern and colour of each of those trade marks.
The applicant submits that the mark applied for should have been treated in the same way. The applicant
adds that it filed observations against the trade marks mentioned above in order, inter alia, to draw attention
to the discrepancies in the way the Office applies the provisions of Regulation No 40/94 to three-dimensional
trade marks.

28 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

29 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

30 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

31 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.

32 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

33 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view,
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the shape applied for is noticeably different. Finally, it is necessary to determine whether that particular shape
is capable of denoting the origin of the product.

34 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

35 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

36 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.

37 The Office contends that the rectangular shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

38 As regards the colours, it contends that the tablet's predominant colour (white) is not distinctive, since
white is the normal colour of laundry and dishwashing products.

39 According to the Office, the use of coloured speckles is commonplace and is likely to indicate that certain
active ingredients are being used. The speckles are indicative of the degree of homogeneity of the raw
material of which the washing powder or tablet is composed but are not in any way an indication of the
product's origin. In the present case, the speckles do not constitute a `pattern': nor are they a combination of
colours or a single colour. The Office points out that the speckles are small, that they are difficult to see and
that the tablet has to be very closely examined in order for their colour to be discerned.

40 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness cannot be
inferred from, in particular, the fact that all the tablets are different from one another.

41 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect of which a competitor has been granted registration, or even one claimed by a
competitor, before the position is clarified by a judicial ruling.

42 Referring to Article 7(3) of Regulation No 40/94, the Office adds that, theoretically, the colours could
acquire distinctiveness through use but that that would have to be proved. In the present case, the applicant
has never raised the possibility that distinctive character may have been acquired through use.

43 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not
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mean that it applied a separate ground for refusal in this case, based on the need to keep a trade mark
available for general use (`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground,
the Office would have to show that competitors have a specific and concrete legitimate interest in using the
same mark. In the present case, the Office states that the Board of Appeal merely pointed out that
registration of the shape claimed as a Community trade mark would have undesirable consequences for the
functioning of the market. The Office contends that it is necessary to consider, when applying Article 7(1)(b)
of Regulation No 40/94, the consequences of registering certain basic and commonplace words, signs or
shapes. Denying this would amount to denying the essential function of the system of trade marks and
industrial property, which is to foster fair competition.

44 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark applications no. 809 830 and no. 924 829 were published in the Community
Trade Marks Bulletin but were not accepted for registration. Furthermore, the Office argues that, even
supposing that it had actually registered those trade marks, the decisions would be incorrect and the applicant
could not rely on them to ask for a decision which would repeat the error.

45 The Office argues that the trade marks registered for toothpaste are not comparable to the mark applied for
here, not only because they were applied for as figurative marks but also because the products and the way in
which they are used, as well as the marks' features, are different.

46 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor, which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.

47 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not uniform.

48 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

Findings of the Court

49 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

50 In the present case, the mark applied for by the applicant in its application for a Community trade mark,
which refers to `washing and bleaching preparations and other substances for laundry use; cleaning, polishing,
scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps', falling
within class 3 of the Nice Agreement, consists of the shape and the arrangement of the colours of the product
itself.

51 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours
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fall among the signs which may constitute a Community trade mark. However, the fact that a category of
signs is, in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

52 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

53 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

54 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

55 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

56 It is appropriate to point out that the products in respect of which the trade mark was sought in the
present case are widely used consumer goods. The public concerned, in the case of these products, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

57 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and colours of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

58 In order to ascertain whether the combination of the shape of the tablet at issue and the arrangement of its
colours may be perceived by members of the public as an indication of origin, the overall impression
produced by that combination must be analysed (see, by analogy, Case C-251/95 SABEL
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[1997] ECR I-6191, paragraph 23). That is not incompatible with an examination of each of the product's
individual features in turn.

59 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets.

60 As to the presence of blue speckles, the public concerned is used to seeing different colour features in
detergent preparations. Powder, the form in which such products are traditionally presented, is usually very
light grey or beige and appears almost white. As the applicant itself explained at the hearing, powder often
contains particles of one or more different colours. The advertising carried out by the applicant and other
manufacturers of detergents tends to highlight the fact that those particles indicate the presence of various
active ingredients. The coloured particles thus suggest certain qualities, although that does not mean that they
can be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94. However, it
does not follow from the fact that that ground for refusal is inapplicable that the coloured elements necessarily
confer a distinctive character on the mark applied for. Where, as in the present case, the target sector of the
public sees the presence of coloured elements as a suggestion that the product has certain qualities, and not as
an indication of its origin, there is no distinctive character. The fact that consumers may nevertheless get into
the habit of recognising the product from its colours is not enough, on its own, to preclude the ground for
refusal based on Article 7(1)(b) of Regulation No 40/94. Such a development in the public's perception of the
sign, if proved, may be taken into account only for the purposes of Article 7(3) of Regulation No 40/94.

61 As regards the colour blue, it must be observed that the use of basic colours, such as blue or green, is
commonplace and is even typical of detergents. The use of other basic colours, such as red or yellow, is one
of the most obvious variations on the typical design of these products. The same is true of the various shades
of those colours.

62 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

63 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour other basic colours in the form of
speckles. The ensuing differences in the appearance of the various tablets are not sufficient to enable each of
those tablets to function as an indication of the product's origin, inasmuch as those differences are, as in the
present case, obvious variations on the product's basic shapes.

64 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for does not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

65 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

66 Next, as regards the applicant's arguments concerning the practices of national trade mark offices, it must
be reiterated that registrations already made in the Member States are only one factor
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which may be taken into consideration, without being given decisive weight, in the registration of a
Community trade mark (Case T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265,
paragraph 61; and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33).
Furthermore, it is clear from the applicant's replies to this Court's questions that an application for registration
of an identical mark was made only in France and that the application has been withdrawn. It is clear from
the Office's answers to the Court's questions that, more generally, the practices of the national trade mark
offices, as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not
uniform. Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

67 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark applications whose publication is relied on by the applicant have not
resulted in registrations. One of the applications concerned was refused by the examiner, after commencement
of the present action, and that decision is currently being reviewed by a Board of Appeal. According to the
Office, it is anticipated that the other application will be refused. In those circumstances, the argument based
on the publication of those applications has become otiose in any event. It should be added that, as regards
the registration of certain marks for toothpastes referred to by the applicant, those trade marks and the product
in respect of which their registration was sought are different from the mark and the product at issue in the
present case. So the way that the Office dealt with the registration of trade marks for toothpaste cannot be
regarded as relevant in this case.

68 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

69 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character.

70 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape and colours of the tablet at issue available, it must be observed that the absolute grounds for refusal
set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to
prevent the grant to one operator alone of exclusive rights which could hinder competition on the market for
the goods or services concerned (see, as regards the ground of refusal relating to the descriptive nature of the
sign, the judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). However, the interest that competitors of an applicant for a
three-dimensional mark consisting of the product's design may have in being able freely to choose shapes and
colours for their own products is not in itself a ground for refusing registration of such a mark, nor a criterion
sufficient in itself for the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No
40/94, in excluding the registration of signs devoid of any distinctive character, protects any interest there may
be in keeping available various alternatives for a product's design only to the extent to which the design of
the product in respect of which registration is sought is not capable, a priori and irrespective of the use made
of it within the meaning of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to
say, of enabling the public concerned to distinguish the product concerned from those having a different trade
origin.

71 Although the Board of Appeal gave considerable weight, in the contested decision, to considerations
relating to the interest in preventing trade mark law from giving rise to a monopoly on a product, it does not,
however, follow that in this case the Board failed to have due regard to the criteria applicable in assessing the
distinctiveness of the mark applied for. In paragraph 11 of the contested decision, the Board of Appeal states
that a product's shape may be registered as a Community trade mark `provided that the shape displays certain
features that are sufficiently unusual and arbitrary
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to enable the relevant consumers to recognise the product, purely on the basis of its appearance, as emanating
from a specific undertaking'. Thus it applied in substance a criterion consonant with the principles set out
above.

72 In the light of the foregoing considerations, the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-119/00.

In Case T-119/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 29 February 2000 (Case R-519/1999-1), which was notified
to the applicant on 3 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 3 May 2000,

having regard to the response lodged at the Court Registry on 28 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

73 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94 and was thus partly responsible for bringing about the proceedings, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:
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1. Dismisses the action;

2. Orders the parties to bear their own costs.

Background to the dispute

1 On 13 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a square tablet with slightly rounded edges and
corners and is white with yellow and blue speckles, the colours also being claimed for registration.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 29 February 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's square shape did not
make it distinctive. The basic geometric shapes (square, round, triangular or rectangular) were the most
obvious shapes for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for
the manufacture of solid detergents. Nor did the mark's colours enhance its distinctive character, since white,
which is associated with spotless cleanliness, was a traditional colour for soap powders, whilst the use of
coloured speckles was well established. Not only were coloured speckles appealing to the eye, but they might
also indicate the presence of active ingredients, for which reason other traders must be able to use them for
that purpose. The Board of Appeal added that the Office could certainly take account of decisions of national
authorities but was not bound by them.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:
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- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases
T-117/00, T-118/00, T-120/00, T-121/00, T-128/00 and T-129/00 essentially seek clarification of the legal
position regarding the registrability of the marks applied for. It considers that the marks concerned do not
warrant protection under Regulation No 40/94. However, since trade mark applications seeking protection for
shapes similar to the one claimed in the present case and the parallel cases referred to above have been filed
on behalf of certain undertakings active on the market, all the manufacturers are, it says, obliged to try to
obtain equivalent protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances a single plea in law, alleging infringement of Article 7(1)(b) of Regulation No
40/94.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape, pattern and colours of the mark applied for and the
fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.

17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all traders have an
interest in freely using the shape claimed. According to the applicant, consideration of that interest is
irrelevant where the question is to ascertain whether a trade mark is devoid
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of distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the
purposes of an examination of the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
rectangular or round shapes, may be selected, and that they seem even preferable. In addition, detergents may
be presented in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the square shape of the tablet alone
may be considered unusual and fanciful for a detergent in comparison with the other tablets on the market at
the time when the trade mark application was filed.

21 As regards the pattern formed by the speckles, the applicant submits that the considerations relating to their
function as an indication of the presence of certain active ingredients, even supposing that they are correct, are
not relevant in any assessment of distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94. Such considerations can come into play only when the ground of refusal referred to in Article 7(1)(c)
of Regulation No 40/94 is applied, which is of no relevance in the present proceedings. The applicant does
not see why the fact that a feature of a mark is allegedly appealing to the eye precludes registration of the
mark under Article 7(1)(b) of Regulation No 40/94. The speckles add something fanciful, arbitrary and
unusual to the overall get-up of the mark and have a clear impact on its appearance. They enable the goods
of one undertaking to be distinguished from those of other undertakings.

22 As regards the colours of the mark applied for, the applicant observes that it is well established that a sign
consisting of a combination of colours may have inherent distinctive character and that in some cases even a
single colour may be distinctive. Marks in which a colour combination of two or three colours is applied to a
specific shape (square tablet with a certain thickness) in a specific pattern (in the present case, speckles)
certainly have a minimum of distinctiveness. The applicant submits that that conclusion would be no different
even if the Board of Appeal's assertion that white, which is associated with spotless cleanliness, is the
traditional colour of soap powder was held to be well founded. Furthermore, the applicant disputes that
assertion, in respect of which no proof has been provided. In any event, the applicant claims that the mark
applied for is distinctive given that one of the colours described in the application for registration is yellow.

23 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive and registrable sign.

24 The Board of Appeal's argument that the individual components of the mark applied for should be
available for use by all operators cannot therefore be accepted as a bar to registration of the mark applied for.
Even if such an argument were deemed relevant in relation to an objection under Article 7(1)(b) of
Regulation No 40/94 - which is disputed by the applicant - assessment of that objection should relate to the
mark considered as a whole and not to each of its components taken in isolation.

25 The applicant points out that its applications for trade marks are made only to obtain exclusive
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rights with respect to the specific combination of the features of each of the marks (shape, pattern and colour)
and not to block other traders from using, for example, the colours blue or green for their detergents. It
declares that it is willing to include disclaimers to that effect if the Court should consider it necessary. It
adds that it is clear from the many trade mark applications made to the Office for three-dimensional marks for
detergents in tablet form that the number of different ways in which such tablets can be presented is almost
unlimited.

26 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks having been carried out by the Bureau Benelux des
Marques (Benelux Trademarks Office). Likewise, the Office has published similar applications for marks,
namely:

- Application no. 809 830 in the name of Benckiser N.V. for a trade mark in the form of a round tablet
consisting of two layers coloured blue and white;

- Application no. 924 829 filed in the name of the applicant for a trade mark in the form of a rectangular
tablet coloured blue, green and white.

27 In that connection, the applicant also points out that the Office has accepted certain three-dimensional
marks for coloured toothpastes, although objections similar to those made in this instance in respect of its own
application could have been raised in respect of the shape, pattern and colour of each of those trade marks.
The applicant submits that the mark applied for should have been treated in the same way. The applicant
adds that it filed observations against the trade marks mentioned above in order, inter alia, to draw attention
to the discrepancies in the way the Office applies the provisions of Regulation No 40/94 to three-dimensional
trade marks.

28 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

29 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

30 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

31 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.

32 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

33 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view, the shape applied for is noticeably
different. Finally, it is necessary to determine whether that
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particular shape is capable of denoting the origin of the product.

34 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

35 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

36 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.

37 The Office contends that the rectangular shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

38 As regards the colours, it contends that the tablet's predominant colour (white) is not distinctive, since
white is the normal colour of laundry and dishwashing products.

39 According to the Office, the use of coloured speckles is commonplace and is likely to indicate that certain
active ingredients are being used. The speckles are indicative of the degree of homogeneity of the raw
material of which the washing powder or tablet is composed but are not in any way an indication of the
product's origin. In the present case, the speckles do not constitute a `pattern': nor are they a combination of
colours or a single colour. The Office points out that the speckles differ in size, that they are small, and that
the yellow speckles can barely be distinguished from the white surface, since the tablet's get-up does not make
it possible to ascertain with certainty whether it is comprised of one or several colours.

40 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness cannot be
inferred from, in particular, the fact that all the tablets are different from one another.

41 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect of which a competitor has been granted registration, or even one claimed by a
competitor, before the position is clarified by a judicial ruling.

42 Referring to Article 7(3) of Regulation No 40/94, the Office adds that, theoretically, the colours could
acquire distinctiveness through use but that that would have to be proved. In the present case, the applicant
has never raised the possibility that distinctive character may have been acquired through use.

43 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not
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mean that it applied a separate ground for refusal in this case, based on the need to keep a trade mark
available for general use (`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground,
the Office would have to show that competitors have a specific and concrete legitimate interest in using the
same mark. In the present case, the Office states that the Board of Appeal merely pointed out that
registration of the shape claimed as a Community trade mark would have undesirable consequences for the
functioning of the market. The Office contends that it is necessary to consider, when applying Article 7(1)(b)
of Regulation No 40/94, the consequences of registering certain basic and commonplace words, signs or
shapes. Denying this would amount to denying the essential function of the system of trade marks and
industrial property, which is to foster fair competition.

44 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark applications no. 809 830 and no. 924 829 were published in the Community
Trade Marks Bulletin but were not accepted for registration. Furthermore, the Office argues that, even
supposing that it had actually registered those trade marks, the decisions would be incorrect and the applicant
could not rely on them to ask for a decision which would repeat the error.

45 The Office argues that the trade marks registered for toothpaste are not comparable to the mark applied for
here, not only because they were applied for as figurative marks but also because the products and the way in
which they are used, as well as the marks' features, are different.

46 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.

47 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not uniform.

48 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

Findings of the Court

49 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

50 In the present case, the mark applied for by the applicant in its application for a Community trade mark,
which refers to `washing and bleaching preparations and other substances for laundry use; cleaning, polishing,
scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps', falling
within class 3 of the Nice Agreement, consists of the shape and the arrangement of the colours of the product
itself.

51 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours
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fall among the signs which may constitute a Community trade mark. However, the fact that a category of
signs is, in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

52 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

53 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

54 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

55 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

56 It is appropriate to point out that the products in respect of which the trade mark was sought in the
present case are widely used consumer goods. The public concerned, in the case of these products, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

57 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and colours of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

58 In order to ascertain whether the combination of the shape of the tablet at issue and the arrangement of its
colours may be perceived by members of the public as an indication of origin, the overall impression
produced by that combination must be analysed (see, by analogy, Case C-251/95 SABEL
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[1997] ECR I-6191, paragraph 23). That is not incompatible with an examination of each of the product's
individual features in turn.

59 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets.

60 As to the presence of yellow and blue speckles, the public concerned is used to seeing different colour
features in detergent preparations. Powder, the form in which such products are traditionally presented, is
usually very light grey or beige and appears almost white. As the applicant itself explained at the hearing,
powder often contains particles of one or more different colours. The advertising carried out by the applicant
and other manufacturers of detergents tends to highlight the fact that those particles indicate the presence of
various active ingredients. The coloured particles thus suggest certain qualities, although that does not mean
that they can be regarded as a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94.
However, it does not follow from the fact that that ground for refusal is inapplicable that the coloured
elements necessarily confer a distinctive character on the mark applied for. Where, as in the present case, the
target sector of the public sees the presence of coloured elements as a suggestion that the product has certain
qualities, and not as an indication of its origin, there is no distinctive character. The fact that consumers may
nevertheless get into the habit of recognising the product from its colours is not enough, on its own, to
preclude the ground for refusal based on Article 7(1)(b) of Regulation No 40/94. Such a development in the
public's perception of the sign, if proved, may be taken into account only for the purposes of Article 7(3) of
Regulation No 40/94.

61 As regards the colours yellow and blue, it must be observed that the use of basic colours, such as blue or
green, is commonplace and is even typical of detergents. The use of other basic colours, such as red or
yellow, is one of the most obvious variations on the typical design of these products. The same is true of the
various shades of those colours.

62 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

63 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour other basic colours as speckles. The
ensuing differences in the appearance of the various tablets are not sufficient to enable each of those tablets to
function as an indication of the product's origin, inasmuch as those differences are, as in the present case,
obvious variations on the product's basic shapes.

64 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for does not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

65 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

66 Next, as regards the applicant's arguments concerning the practices of national trade mark offices, it must
be reiterated that registrations already made in the Member States are only one factor which may be taken
into consideration, without being given decisive weight, in the registration
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of a Community trade mark (Case T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265,
paragraph 61; and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33).
Furthermore, it is clear from the applicant's replies to this Court's questions that an application for registration
of an identical mark was made only in France and that the application has been withdrawn. It is clear from
the Office's answers to the Court's questions that, more generally, the practices of the national trade mark
offices, as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not
uniform. Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

67 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark applications whose publication is relied on by the applicant have not
resulted in registrations. One of the applications concerned was refused by the examiner, after commencement
of the present action, and that decision is currently being reviewed by a Board of Appeal. According to the
Office, it is anticipated that the other application will be refused. In those circumstances, the argument based
on the publication of those applications has become otiose in any event. It should be added that, as regards
the registration of certain marks for toothpastes referred to by the applicant, those trade marks and the product
in respect of which their registration was sought are different from the mark and the product at issue in the
present case. So the way that the Office dealt with the registration of trade marks for toothpaste cannot be
regarded as relevant in this case.

68 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

69 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character.

70 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape and colours of the tablet at issue available, it must be observed that the absolute grounds for refusal
set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to
prevent the grant to one operator alone of exclusive rights which could hinder competition on the market for
the goods or services concerned (see, as regards the ground of refusal relating to the descriptive nature of the
sign, the judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). However, the interest that competitors of an applicant for a
three-dimensional mark consisting of the product's design may have in being able freely to choose shapes and
colours for their own products is not in itself a ground for refusing registration of such a mark, nor a criterion
sufficient in itself for the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No
40/94, in excluding the registration of signs devoid of any distinctive character, protects any interest there may
be in keeping available various alternatives for a product's design only to the extent to which the design of
the product in respect of which registration is sought is not capable, a priori and irrespective of the use made
of it within the meaning of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to
say, of enabling the public concerned to distinguish the product concerned from those having a different trade
origin.

71 Although the Board of Appeal gave considerable weight, in the contested decision, to considerations
relating to the interest in preventing trade mark law from giving rise to a monopoly on a product, it does not,
however, follow that in this case the Board failed to have due regard to the criteria applicable in assessing the
distinctiveness of the mark applied for. In paragraph 11 of the contested decision, the Board of Appeal states
that a product's shape may be registered as a Community trade mark `provided that the shape displays certain
features that are sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product,
purely on the basis of its appearance,
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as emanating from a specific undertaking'. Thus it applied in substance a criterion consonant with the
principles set out above.

72 In the light of the foregoing considerations, the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-118/00.

In Case T-118/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 3 March 2000 (Case R-516/1999-1), which was notified to
the applicant on 7 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 3 May 2000,

having regard to the response lodged at the Court Registry on 28 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

76 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94 and was thus partly responsible for bringing about the proceedings, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:
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1. Dismisses the action;

2. Orders the parties to bear their own costs.

Background to the dispute

1 On 13 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a square tablet with slightly rounded edges and
corners, comprising two layers, one of which is white with green speckles (upper part) and the other of which
is pale green (lower part), the colours also being claimed for registration.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 3 March 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's square shape did not
make it distinctive. The basic geometric shapes (square, round, triangular or rectangular) were the most
obvious shapes for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for
the manufacture of solid detergents. Nor did the mark's colours enhance its distinctive character, since white,
which is associated with spotless cleanliness, was a traditional colour for soap powders, whilst green, which is
also a basic colour, is attractive to the eye and has positive connotations since it is associated with
environmental protection. The use of coloured speckles was well established and not only were coloured
speckles appealing to the eye, but they might also indicate the presence of active ingredients, for which reason
other traders must be able to use them for that purpose. The Board of Appeal added that the Office could
certainly take account of decisions of national authorities but was not bound by them.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;
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- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases
T-117/00, T-119/00 to T-121/00, T-128/00 and T-129/00 essentially seek clarification of the legal position
regarding the registrability of the marks applied for. It considers that the marks concerned do not warrant
protection under Regulation No 40/94. However, since trade mark applications seeking protection for shapes
similar to the one claimed in the present case and the parallel cases referred to above have been filed on
behalf of certain undertakings active on the market, all the manufacturers are, it says, obliged to try to obtain
equivalent protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances essentially two pleas in law. The first alleges infringement of Article 7(1)(b) of
Regulation No 40/94. The second alleges breach of the obligation to state reasons. Since those two pleas are
closely related in the present case, it is appropriate to examine them together.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape, pattern and colours of the mark applied for and the
fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.
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17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all traders have an
interest in freely using the shape claimed. According to the applicant, consideration of that interest is
irrelevant where the question is to ascertain whether a trade mark is devoid of distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the purposes of an examination of
the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
rectangular or round shapes, may be selected, and that they seem even preferable. In addition, detergents may
be presented in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the square shape of the tablet alone
may be considered unusual and fanciful for a detergent in comparison with the other tablets on the market at
the time when the trade mark application was filed.

21 As regards the tablet's pattern, and more specifically the speckles, the applicant claims that the
considerations relating to the speckles' function as an indication of the presence of certain active ingredients,
even supposing that they are correct, are not relevant in any assessment of distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94. Such considerations can come into play only when the
ground of refusal referred to in Article 7(1)(c) of Regulation No 40/94 is applied, which is of no relevance in
the present proceedings. The applicant does not see why the fact that a feature of a mark is allegedly
appealing to the eye precludes registration of the mark under Article 7(1)(b) of Regulation No 40/94. It
points out that the Board of Appeal did not make any observations on the two-layer pattern of the mark and
does not therefore see why the Board considered that such a pattern was devoid of distinctive character. Both
the speckles and the presence of two layers, including the specific ratio between the layers resulting from the
thickness of each of them, add something fanciful, arbitrary and unusual to the overall get-up. The applicant
considers that both the speckles and the tablet's two layers are features which enable the public to distinguish
its goods from those of other undertakings.

22 As regards the colours of the mark applied for, the applicant observes that it is well established that a sign
consisting of a combination of colours may have inherent distinctive character and that in some cases even a
single colour may be distinctive. Marks in which a colour combination of two or three colours is applied to a
specific shape (square tablet with a certain thickness) in a specific pattern (in the present case, two layers)
certainly have a minimum of distinctiveness. The applicant submits that that conclusion would be no different
even if the Board of Appeal's assertion that white, which is associated with spotless cleanliness, is the
traditional colour of soap powder, and that green is appealing to the eye and has positive connotations was
held to be well founded. Furthermore, the applicant disputes that assertion, in respect of which no proof has
been provided. In any event, the applicant claims that the mark applied for is distinctive given that one of the
colours described in the application for registration is pale green.

23 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive
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and registrable sign.

24 The Board of Appeal's argument that the individual components of the mark applied for should be
available for use by all operators cannot therefore be accepted as a bar to registration of the mark applied for.
Even if such an argument were deemed relevant in relation to an objection under Article 7(1)(b) of
Regulation No 40/94 - which is disputed by the applicant - assessment of that objection should relate to the
mark considered as a whole and not to each of its components taken in isolation.

25 The applicant points out that its applications for trade marks are made only to obtain exclusive rights with
respect to the specific combination of the features of each of the marks (shape, pattern and colour) and not to
block other traders from using, for example, the colour green for their detergents. It declares that it is willing
to include disclaimers to that effect if the Court should consider it necessary. It adds that it is clear from the
many trade mark applications made to the Office for three-dimensional marks for detergents in tablet form that
the number of different ways in which such tablets can be presented is almost unlimited.

26 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks having been carried out by the Bureau Benelux des
Marques (Benelux Trademarks Office). Likewise, the Office has published similar applications for marks,
namely:

- Application no. 809 830 in the name of Benckiser N.V. for a trade mark in the form of a round tablet
consisting of two layers coloured blue and white;

- Application no. 924 829 filed in the name of the applicant for a trade mark in the form of a rectangular
tablet coloured blue, green and white.

27 In that connection, the applicant also points out that the Office has accepted certain three-dimensional
marks for coloured toothpastes, although objections similar to those made in this instance in respect of its own
application could have been raised in respect of the shape, pattern and colour of each of those trade marks.
The applicant submits that the mark applied for should have been treated in the same way. The applicant
adds that it filed observations against the trade marks mentioned above in order, inter alia, to draw attention
to the discrepancies in the way the Office applies the provisions of Regulation No 40/94 to three-dimensional
trade marks.

28 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

29 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

30 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

31 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.
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32 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

33 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view, the shape applied for is noticeably
different. Finally, it is necessary to determine whether that particular shape is capable of denoting the origin
of the product.

34 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

35 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

36 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.

37 The Office contends that the rectangular shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

38 As regards the colours, it contends that the addition of a pale green layer does not render the sign applied
for distinctive and that the speckles do not have any effect either in that regard. The Office considers that
adding a single colour to the basic colour (white or grey) of washing machine or dishwasher products does
not constitute a colour combination.

39 According to the Office, the use of colours for different layers or parts of the tablets does not render the
mark as a whole distinctive. First, basic colours, like green or blue, are commonplace in the detergent sector
and evoke certain positive feelings, in particular freshness or cleaning power. Second, those colours, applied
to different layers or parts of the tablets, indicate the presence of several active ingredients and therefore serve
to inform the consumer about the product's properties, something that is highlighted in the tablet advertising.
Third, it follows from the way in which the tablets are used that the consumer does not view their colour as
indicative of the product's origin. That is particularly so in the case of the basic colours or combinations
thereof.

40 According to the Office the use of coloured speckles is commonplace and is likely to indicate that certain
active ingredients are being used. The speckles are indicative of the degree of homogeneity of the raw
material of which the washing powder or tablet is composed but are not in any way an indication of the
product's origin. In the present case, the speckles cannot constitute a `pattern'. The Office points out that the
small size of the speckles and their unremarkable shade of green do not enable them to have any impact on
the overall visual impression made by the tablet.

41 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness
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cannot be inferred from, in particular, the fact that all the tablets are different from one another.

42 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect of which a competitor has been granted registration, or even one claimed by a
competitor, before the position is clarified by a judicial ruling.

43 Referring to Article 7(3) of Regulation No 40/94, the Office adds that, theoretically, the colours could
acquire distinctiveness through use but that that would have to be proved. In the present case, the applicant
has never raised the possibility that distinctive character may have been acquired through use.

44 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not mean that it applied a
separate ground for refusal in this case, based on the need to keep a trade mark available for general use
(`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground, the Office would have to
show that competitors have a specific and concrete legitimate interest in using the same mark. In the present
case, the Office states that the Board of Appeal merely pointed out that registration of the shape claimed as a
Community trade mark would have undesirable consequences for the functioning of the market. The Office
contends that it is necessary to consider, when applying Article 7(1)(b) of Regulation No 40/94, the
consequences of registering certain basic and commonplace words, signs or shapes. Denying this would
amount to denying the essential function of the system of trade marks and industrial property, which is to
foster fair competition.

45 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark applications no. 809 830 and no. 924 829 were published in the Community
Trade Marks Bulletin but were not accepted for registration. Furthermore, the Office argues that, even
supposing that it had actually registered those trade marks, the decisions would be incorrect and the applicant
could not rely on them to ask for a decision which would repeat the error.

46 The Office argues that the trade marks registered for toothpaste are not comparable to the mark applied for
here, not only because they were applied for as figurative marks but also because the products and the way in
which they are used, as well as the marks' features, are different.

47 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.

48 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not
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uniform.

49 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

Findings of the Court

50 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

51 In the present case, the mark applied for by the applicant in its application for a Community trade mark,
which refers to `washing and bleaching preparations and other substances for laundry use; cleaning, polishing,
scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps', falling
within Class 3 of the Nice Agreement, consists of the shape and the arrangement of the colours of the product
itself.

52 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours fall among
the signs which may constitute a Community trade mark. However, the fact that a category of signs is, in
general, capable of constituting a trade mark does not mean that signs belonging to that category necessarily
have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to a specific
product or service.

53 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

54 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

55 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

56 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product.
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Whilst the public is used to recognising the latter marks instantly as signs identifying the product, this is not
necessarily so where the sign is indistinguishable from the appearance of the product itself.

57 It is appropriate to point out that the products in respect of which the trade mark was sought in the
present case are widely used consumer goods. The public concerned, in the case of these products, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

58 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and colours of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

59 In order to ascertain whether the combination of the shape of the tablet at issue and the arrangement of its
colours may be perceived by members of the public as an indication of origin, the overall impression
produced by that combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191,
paragraph 23). That is not incompatible with an examination of each of the product's individual features in
turn.

60 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets.

61 As to the tablet's two layers, one of which is white with green speckles and the other green, the public
concerned is used to seeing different colour features in detergent preparations. Powder, the form in which
such products are traditionally presented, is usually very light grey or beige and appears almost white. As the
applicant itself explained at the hearing, powder often contains particles of one or more different colours. The
advertising carried out by the applicant and other manufacturers of detergents tends to highlight the fact that
those particles indicate the presence of various active ingredients. The coloured particles thus suggest certain
qualities, although that does not mean that they can be regarded as a descriptive indication in terms of Article
7(1)(c) of Regulation No 40/94. However, it does not follow from the fact that that ground for refusal is
inapplicable that the coloured elements necessarily confer a distinctive character on the mark applied for.
Where, as in the present case, the target sector of the public sees the presence of coloured elements as a
suggestion that the product has certain qualities, and not as an indication of its origin, there is no distinctive
character. The fact that consumers may nevertheless get into the habit of recognising the product from its
colours is not enough, on its own, to preclude the ground for refusal based on Article 7(1)(b) of Regulation
No 40/94. Such a development in the public's perception of the sign, if proved, may be taken into account
only for the purposes of Article 7(3) of Regulation No 40/94.

62 As regards the fact that, as well as the coloured speckles, the tablet at issue also has a green layer, it is
appropriate to examine, first, the applicant's complaint that the Board of Appeal did not state reasons to
support its finding that this distribution of colours did not confer distinctiveness on the mark claimed. In that
regard, it should be pointed out that the description of the mark given by the Board of Appeal in paragraph
15 of the contested decision refers to the fact that there are two layers. That finding is not specifically
reiterated in paragraphs 18 and 19 of the

© An extract from a JUSTIS database



62000A0118 European Court reports 2001 Page II-02731 10

contested decision, which are devoted to the assessment of distinctiveness from the point of view of the
tablet's colour pattern. However, in support of its assertion, at paragraph 19 of the contested decision, that the
use of tablets in different colour combinations is commonplace for the goods mentioned in the application, the
Board of Appeal refers by way of example to two products marketed in tablet form, each comprising two
differently coloured layers. It is clear that the Board of Appeal considered that a tablet comprised of two
differently coloured layers is not distinctive because that design is commonplace. The contested decision is
therefore sufficiently reasoned in that regard.

63 Second, the Board of Appeal's finding that the presence of a coloured layer and speckles is not sufficient
for the tablet's appearance to be perceived as indicative of the product's origin is justified. Where various
ingredients are to be combined in a washing machine or dishwashing product in tablet form, adding speckles
or layers is one of the most obvious solutions.

64 As regards the use of the colour green, it must be observed that the use of basic colours, such as blue or
green, is commonplace and is even typical of detergents. The use of other basic colours, such as red or
yellow, is one of the most obvious variations on the typical design of these products. The same is true of the
various shades of those colours. For that reason, the applicant's argument that the mark applied for is
distinctive because one of the layers of the tablet is `pale green' must be dismissed.

65 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

66 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour another basic colour either as a layer in
the tablet or as speckles. The ensuing differences in the appearance of the various tablets are not sufficient to
enable each of those tablets to function as an indication of the product's origin, inasmuch as those differences
are, as in the present case, obvious variations on the product's basic shapes.

67 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for does not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

68 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

69 Next, as regards the applicant's arguments concerning the practices of national trade mark offices, it must
be reiterated that registrations already made in the Member States are only one factor which may be taken
into consideration, without being given decisive weight, in the registration of a Community trade mark (Case
T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265, paragraph 61; and Case T-24/00
Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33). Furthermore, it is clear from the
applicant's replies to this Court's questions that the only office to have registered a mark identical to the one
claimed is the Bureau Benelux des Marques, whilst registration was refused in Germany. In the United
Kingdom, the registration procedure for an identical mark has been stayed pending the outcome of the present
proceedings, and in France a parallel application for registration has been withdrawn. It is clear from the
Office's answers to the Court's questions that, more generally, the practices of the national trade mark offices,
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as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not uniform.
Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

70 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark applications whose publication is relied on by the applicant have not
resulted in registrations. One of the applications concerned was refused by the examiner, after commencement
of the present action, and that decision is currently being reviewed by a Board of Appeal. According to the
Office, it is anticipated that the other application will be refused. In those circumstances, the argument based
on the publication of those applications has become otiose in any event. It should be added that, as regards
the registration of certain marks for toothpastes referred to by the applicant, those trade marks and the product
in respect of which their registration was sought are different from the mark and the product at issue in the
present case. So the way that the Office dealt with the registration of marks for toothpaste cannot be
regarded as relevant in this case.

71 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

72 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character.

73 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape and colours of the tablet at issue available, it must be observed that the absolute grounds for refusal
set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to
prevent the grant to one operator alone of exclusive rights which could hinder competition on the market for
the goods or services concerned (see, as regards the ground of refusal relating to the descriptive nature of the
sign, the judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). However, the interest that competitors of an applicant for a
three-dimensional mark consisting of the product's design may have in being able freely to choose shapes and
colours for their own products is not in itself a ground for refusing registration of such a mark, nor a criterion
sufficient in itself for the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No
40/94, in excluding the registration of signs devoid of any distinctive character, protects any interest there may
be in keeping available various alternatives for a product's design only to the extent to which the design of
the product in respect of which registration is sought is not capable, a priori and irrespective of the use made
of it within the meaning of Article 7(3) of Regulation No 40/94, of functioning as a trade mark, that is to
say, of enabling the public concerned to distinguish the product concerned from those having a different trade
origin.

74 Although the Board of Appeal gave considerable weight, in the contested decision, to considerations
relating to the interest in preventing trade mark law from giving rise to a monopoly on a product, it does not,
however, follow that in this case the Board failed to have due regard to the criteria applicable in assessing the
distinctiveness of the mark applied for. In paragraph 11 of the contested decision, the Board of Appeal states
that a product's shape may be registered as a Community trade mark `provided that the shape displays certain
features that are sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product,
purely on the basis of its appearance, as emanating from a specific undertaking'. Thus it applied in substance
a criterion consonant with the principles set out above.

75 In the light of the foregoing considerations, the action must be dismissed.

© An extract from a JUSTIS database



62000A0118 European Court reports 2001 Page II-02731 12

DOCNUM 62000A0118

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2000 ; A ; judgment

PUBREF European Court reports 2001 Page II-02731

DOC 2001/09/19

LODGED 2000/05/03

JURCIT 31991X0530(01)-A87P3 : N 76
61993A0480 : N 12
31994R0040-A07P1LB : N 50 - 68 73 74
31994R0040-A07P1LE : N 73
31994R0040-A07P3 : N 54 61 68 73
31994R0040-A63 : N 12
61995J0251 : N 59
61996J0210 : N 57
61997J0039 : N 53
61997J0108 : N 73
61997J0342 : N 58
61999A0122 : N 69
62000A0024 : N 69

SUB Community trade mark ; Industrial and commercial property

AUTLANG English

MISCINF POURVOI : C-469/01

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA X USA

PROCEDU Application for annulment - unfounded

DATES of document: 19/09/2001
of application: 03/05/2000

© An extract from a JUSTIS database



62000A0117 European Court reports 2001 Page II-02723 1

Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional
mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-117/00.

In Case T-117/00,

Procter & Gamble Company, established in Cincinnati, Ohio (United States of America), represented by
C.J.J.C. van Nispen and G. Kuipers, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and C. Røhl Søberg, acting as Agents,

defendant,

APPLICATION brought against the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 8 March 2000 (Case R-509/1999-1), which was notified to
the applicant on 13 March 2000,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 3 May 2000,

having regard to the response lodged at the Court Registry on 28 July 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

75 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94 and was thus partly responsible for bringing about the proceedings, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:
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1. Dismisses the action;

2. Orders the parties to bear their own costs.

Background to the dispute

1 On 13 October 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a square tablet with slightly rounded edges and
corners, comprising two layers, the colours of which, white (upper part) and pale green (lower part), are also
claimed for registration.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing and bleaching
preparations and other substances for laundry use; cleaning, polishing, scouring and abrasive preparations;
preparations for the washing, cleaning and care of dishes; soaps'.

4 By decision of 17 June 1999, the examiner refused the application under Article 38 of Regulation No 40/94
on the ground that the mark applied for was devoid of any distinctive character.

5 On 13 August 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against
the examiner's decision.

6 The appeal was dismissed by decision of 8 March 2000 (hereinafter `the contested decision').

7 In essence, the Board of Appeal considered that the trade mark applied for was devoid of any distinctive
character. It pointed out first that it is clear from Article 4 of Regulation No 40/94 that the shape of a product
may be registered as a Community trade mark, provided that the shape displays certain features that are
sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product, purely on the
basis of its appearance, as emanating from a specific undertaking. Given the advantages offered by products
put up in tablet form for washing laundry and dishes, the Board of Appeal went on to point out that the
applicant's competitors must also remain free to make such products using the simplest geometrical shapes.
After describing the trade mark applied for, the Board of Appeal stated that the tablet's square shape did not
make it distinctive. The basic geometric shapes (square, round, triangular or rectangular) were the most
obvious shapes for such tablets and there was nothing arbitrary or fanciful about selecting a square tablet for
the manufacture of solid detergents. Nor did the colours of the mark applied for enhance its distinctive
character, since white, which is associated with spotless cleanliness, was a traditional colour for soap powders,
whilst green is a basic colour which other manufacturers are interested in since it is attractive to the eye and
has positive connotations arising from its association with environmental protection. The Board of Appeal
added that the Office could certainly take account of decisions of national authorities but was not bound by
them.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:
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- dismiss the application;

- order the applicant to pay the costs.

Admissibility

Arguments of the parties

10 At the hearing, the applicant explained that the present action and those brought in parallel Cases T-118/00
to T-121/00, T-128/00 and T-129/00 essentially seek clarification of the legal position regarding the
registrability of the marks applied for. It considers that the marks concerned do not warrant protection under
Regulation No 40/94. However, since trade mark applications seeking protection for shapes similar to the one
claimed in the present case and the parallel cases referred to above have been filed on behalf of certain
undertakings active on the market, all the manufacturers are, it says, obliged to try to obtain equivalent
protection for their own products.

11 The Office contends that the applicant is thus essentially asking the Court to dismiss its application. It
raises the question whether in those circumstances the applicant has sufficient legal interest to bring
proceedings.

Findings of the Court

12 It is settled case-law that an action for annulment brought by an individual or a legal person is not
admissible unless the applicant has an interest in seeing the contested measure annulled. Such an interest
exists only if annulment of the measure is of itself capable of having legal consequences (Joined Cases
T-480/93 and T-483/93 Antillean Rice Mills and Others v Commission [1995] ECR II-2305, paragraph 59,
and the cases cited). The same applies to an action brought under Article 63 of Regulation No 40/94.

13 In the present case, the applicant applied for registration of a three-dimensional trade mark in tablet form.
That application was refused by the examiner, whose refusal was upheld by the Board of Appeal. The
applicant's interest in annulment of that decision, which refuses its claims, is not affected by any opinion
which the applicant may have as to whether or not it is desirable for trade mark law to protect the shape
selected for the three-dimensional mark applied for. Consequently, the applicant's legal interest in bringing
proceedings cannot be denied in the present case.

Substance

14 The applicant advances essentially two pleas in law. The first alleges infringement of Article 7(1)(b) of
Regulation No 40/94. The second alleges breach of the obligation to state reasons. Since those two pleas are
closely related in the present case, it is appropriate to examine them together.

Arguments of the parties

15 The applicant asserts, first, that the trade mark applied for, taken as a whole, is unusual and fanciful and
has the minimum degree of distinctiveness required for it to be registered.

16 It goes on to make observations concerning the shape, pattern and colours of the mark applied for and the
fact that, when a trade mark application is assessed, the mark must be considered as a whole. Finally, the
applicant develops an argument concerning the need for a uniform application of Regulation No 40/94.

17 As regards the mark's shape, the applicant states that it is clear from Article 4 of Regulation No 40/94 that
there is no prohibition on trade marks consisting of the shape of the goods.

18 The applicant criticises the Board of Appeal for having taken account of the fact that all traders have an
interest in freely using the shape claimed. According to the applicant, consideration
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of that interest is irrelevant where the question is to ascertain whether a trade mark is devoid of distinctive
character for the purposes of Article 7(1)(b) of Regulation No 40/94 and is relevant only for the purposes of
an examination of the trade mark application under Article 7(1)(e) of that regulation.

19 In so far as the Board of Appeal, in the argument concerning Article 7(1)(b) of Regulation No 40/94,
alluded to the ground of refusal under Article 7(1)(e), the applicant points out that other tablet shapes, such as
rectangular or round shapes, may be selected, and that they seem even preferable. In addition, detergents may
be presented in other forms, such as powder or liquid.

20 In the case of tablets, a different impression can be created, not only by using different basic shapes and,
in the case of a rectangular shape, by varying the ratio of length to width, but also by varying the thickness
of the tablet. The applicant concludes from this that, in the present case, the square shape of the tablet alone
may be considered unusual and fanciful for a detergent in comparison with the other tablets on the market at
the time when the trade mark application was filed.

21 As regards the pattern formed by the two layers of the tablet, the applicant points out that the Board of
Appeal did not make any observations in that regard and that it does not therefore see why the Board
considered that such a pattern was devoid of distinctive character. That pattern, including the specific ratio
between the two layers resulting from the thickness of each of them, adds something fanciful, arbitrary and
unusual to the overall get-up. That pattern gives the mark its distinctive appearance and is capable of
distinguishing the goods of one undertaking from those of other undertakings.

22 As regards the colours of the mark applied for, the applicant observes that it is well established that a sign
consisting of a combination of colours may have inherent distinctive character and that in some cases even a
single colour may be distinctive. Marks in which a colour combination of two or three colours is applied to a
specific shape (square tablet with a certain thickness) in a specific pattern (in the present case, two layers)
certainly have a minimum of distinctiveness. The applicant submits that that conclusion would be no different
even if the Board of Appeal's assertion that white, which is associated with spotless cleanliness, is the
traditional colour of soap powder, and that green is appealing to the eye and has positive connotations was
held to be well founded. Furthermore, the applicant disputes that assertion, in respect of which no proof has
been provided. In any event, the applicant claims that the mark applied for is distinctive given that one of the
colours described in the application for registration is pale green.

23 As regards the assessment of the mark, the applicant points out that distinctiveness should be assessed by
reference to the mark considered as a whole. Even if the components of the mark, taken individually, were
found not to be sufficiently unusual or fanciful to give the mark a distinctive character, the particular
combination of the components (shape, pattern and colour) creates a distinctive and registrable sign.

24 The Board of Appeal's argument that the individual components of the mark claimed should be available
for use by all operators cannot therefore be accepted as a bar to registration of the mark applied for. Even if
such an argument were deemed relevant in relation to an objection under Article 7(1)(b) of Regulation No
40/94 - which is disputed by the applicant - assessment of that objection should relate to the mark considered
as a whole and not to each of its components taken in isolation.

25 The applicant points out that its applications for trade marks are made only to obtain exclusive rights with
respect to the specific combination of the features of each of the marks (shape, pattern and colour) and not to
block other traders from using, for example, the colour green for their detergents.
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It declares that it is willing to include disclaimers to that effect if the Court should consider it necessary. It
adds that it is clear from the many trade mark applications made to the Office for three-dimensional marks for
detergents in tablet form that the number of different ways in which such tablets can be presented is almost
unlimited.

26 As regards, finally, the observations on the need for a uniform application of Regulation No 40/94, the
applicant argues that three-dimensional trade marks similar to its own have been accepted in a number of
Member States whose trade mark law has been harmonised on the basis of the First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks (OJ
1989 L 40, p. 1), including France, the United Kingdom, Belgium, the Netherlands and Luxembourg, in the
case of the last three states registration of the marks having been carried out by the Bureau Benelux des
Marques (Benelux Trademarks Office). Likewise, the Office has published similar applications for marks,
namely:

- Application no. 809 830 in the name of Benckiser N.V. for a trade mark in the form of a round tablet
consisting of two layers coloured blue and white;

- Application no. 924 829 filed in the name of the applicant for a trade mark in the form of a rectangular
tablet coloured blue, green and white.

27 In that connection, the applicant also points out that the Office has accepted certain three-dimensional
marks for coloured toothpastes, although objections similar to those made in this instance in respect of its own
application could have been raised in respect of the shape, pattern and colour of each of those trade marks.
The applicant submits that the mark applied for should have been treated in the same way. The applicant
adds that it filed observations against the trade marks mentioned above in order, inter alia, to draw attention
to the discrepancies in the way the Office applies the provisions of Regulation No 40/94 to three-dimensional
trade marks.

28 The Office states that the three-dimensional mark applied for relates to washing or dishwashing
preparations in tablet form and that the mark applied for is the product itself.

29 For the purposes of assessing whether the Community trade mark applied for should be granted for this
new product, the Office first gives an account of the development of the different ways in which washing and
dishwashing products have been marketed and the advantages of presenting them in tablet form.

30 Second, the Office explains the principles governing the registration of three-dimensional marks, referring
to the various grounds for refusal which may come into play in that context.

31 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration of the mark is sought
to be distinguished by reference to their origin and not by reference to their properties or other features.

32 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

33 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view, the shape applied for is noticeably
different. Finally, it is necessary to determine whether that particular shape is capable of denoting the origin
of the product.

34 The Office points out that, for the purposes of the third stage of the analysis, the type of
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product and the way in which the consumer uses it are important. In the case of washing machine and
dishwasher tablets, the consumer takes them out of their packaging and puts them straight into the washing
machine or dishwasher and thus uses the product's packaging, which bears the manufacturer's word mark, and
not the exact shape and colour of the product itself, to recognise the product when he makes a purchase.

35 According to the Office, the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. However, the Office states that a product's shape is not
indicative of its origin in the same way as words or figurative images applied to the product or its packaging.

36 Third, the Office undertakes an analysis of the trade mark in respect of which registration is sought.

37 The Office contends that the square shape of the mark applied for is neither unusual nor fanciful but
commonplace and current on the market.

38 As regards the colours, it contends that the addition of a pale green layer does not render the sign applied
for distinctive. The Office considers that adding a single colour to the basic colour (white or grey) of
washing machine or dishwasher products does not constitute a colour combination.

39 According to the Office, the use of colours for different layers or parts of the tablets does not render the
mark as a whole distinctive. First, basic colours, like green or blue, are commonplace in the detergent sector
and evoke certain positive feelings, in particular freshness or cleaning power. Second, those colours, applied
to different layers or parts of the tablets, indicate the presence of several active ingredients and therefore serve
to inform the consumer about the product's properties, something that is highlighted in the tablet advertising.
Third, it follows from the way in which the tablets are used that the consumer does not view their colour as
indicative of the product's origin. That is particularly so in the case of the basic colours or combinations
thereof.

40 As regards the assessment of the mark as a whole, the Office considers that the combination of all these
non-distinctive features does not make the trade mark applied for distinctive. Distinctiveness cannot be
inferred from, in particular, the fact that all the tablets are different from one another.

41 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect of which a competitor has been granted registration, or even one claimed by a
competitor, before the position is clarified by a judicial ruling.

42 Referring to Article 7(3) of Regulation No 40/94, the Office adds that, theoretically, the colours could
acquire distinctiveness through use but that that would have to be proved. In the present case, the applicant
has never raised the possibility that distinctive character may have been acquired through use.

43 The Office submits that the argument that the applicant should not be the only undertaking authorised to
sell washing machine and dishwasher products in tablet form is relevant in the context of Article 7(1)(b) of
Regulation No 40/94. The fact that the Board of Appeal used that argument does not
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mean that it applied a separate ground for refusal in this case, based on the need to keep a trade mark
available for general use (`Freihaltebedürfnis'). If a trade mark application were to be refused on that ground,
the Office would have to show that competitors have a specific and concrete legitimate interest in using the
same mark. In the present case, the Office states that the Board of Appeal merely pointed out that
registration of the shape claimed as a Community trade mark would have undesirable consequences for the
functioning of the market. The Office contends that it is necessary to consider, when applying Article 7(1)(b)
of Regulation No 40/94, the consequences of registering certain basic and commonplace words, signs or
shapes. Denying this would amount to denying the essential function of the system of trade marks and
industrial property, which is to foster fair competition.

44 Fourth, as regards the alleged inconsistency of the contested decision with other decisions of the Office,
the latter asserts that it has refused all the applications for washing or dishwashing tablets in round or
rectangular form and that those refusals have been upheld by the Boards of Appeal in all the decided cases.
The Office states that trade mark applications no. 809 830 and no. 924 829 were published in the Community
Trade Marks Bulletin but were not accepted for registration. Furthermore, the Office argues that, even
supposing that it had actually registered those trade marks, the decisions would be incorrect and the applicant
could not rely on them to ask for a decision which would repeat the error.

45 The Office argues that the trade marks registered for toothpaste are not comparable to the mark applied for
here, not only because they were applied for as figurative marks but also because the products and the way in
which they are used, as well as the marks' features, are different.

46 As to the practice of national offices, the Office recognises that registration in the applicant's name, in
many or all Member States, of a trade mark identical to the one applied for in this instance constitutes one
factor which, without being decisive, may be taken into consideration for the purposes of registering a
Community trade mark. In that regard, the Office maintains that the applicant has never claimed to have
obtained registration of the mark applied for in the present case in Member States of the European
Community.

47 As to the registration by national offices in the Member States of marks similar to the one applied for in
the present case, the Office states that the practices of those offices are not uniform.

48 The Office submits that, even if the applicant had been the first to market washing machine and
dishwasher products in tablet form, it is established that the rectangular shape is now commonplace. Even if
that shape became commonplace only after the date on which the Community trade mark application was
filed, it may not be registered. In that regard, it points out, first, that using a mundane or commonplace shape
for the first time does not in itself render the shape distinctive and, second, that the product must be
distinctive at the time of registration as well.

Findings of the Court

49 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

50 In the present case, the mark applied for by the applicant in its application for a Community trade mark,
which refers to `washing and bleaching preparations and other substances for laundry use; cleaning, polishing,
scouring and abrasive preparations; preparations for the washing, cleaning and care of dishes; soaps', falling
within Class 3 of the Nice Agreement, consists of the shape and the arrangement of the colours of the product
itself.

51 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours
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fall among the signs which may constitute a Community trade mark. However, the fact that a category of
signs is, in general, capable of constituting a trade mark does not mean that signs belonging to that category
necessarily have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to
a specific product or service.

52 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

53 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

54 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of three-dimensional trade marks consisting of the shape of
the product itself are therefore no different from those applicable to other categories of trade marks.

55 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

56 It is appropriate to point out that the products in respect of which the trade mark was sought in the
present case are widely used consumer goods. The public concerned, in the case of these products, is all
consumers. Therefore, in any assessment of the distinctive character of the mark for which registration is
sought, account must be taken of the presumed expectations of an average consumer who is reasonably
well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut Springenheide
and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

57 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). The level of attention given by the
average consumer to the shape and colours of washing machine and dishwasher tablets, being everyday
consumer goods, is not high.

58 In order to ascertain whether the combination of the shape of the tablet at issue and the arrangement of its
colours may be perceived by members of the public as an indication of origin, the overall impression
produced by that combination must be analysed (see, by analogy, Case C-251/95 SABEL
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[1997] ECR I-6191, paragraph 23). That is not incompatible with an examination of each of the product's
individual features in turn.

59 The three-dimensional shape for which registration has been sought, namely a square tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape claimed, capable of
distinguishing it from other washing machine or dishwasher tablets.

60 As to the tablet's two layers, one of which is white and the other green, the public concerned is used to
seeing different colour features in detergent preparations. Powder, the form in which such products are
traditionally presented, is usually very light grey or beige and appears almost white. As the applicant itself
explained at the hearing, powder often contains particles of one or more different colours. The advertising
carried out by the applicant and other manufacturers of detergents tends to highlight the fact that those
particles indicate the presence of various active ingredients. The coloured particles thus suggest certain
qualities, although that does not mean that they can be regarded as a descriptive indication in terms of Article
7(1)(c) of Regulation No 40/94. However, it does not follow from the fact that that ground for refusal is
inapplicable that the coloured elements necessarily confer a distinctive character on the mark applied for.
Where, as in the present case, the target sector of the public sees the presence of coloured elements as a
suggestion that the product has certain qualities, and not as an indication of its origin, there is no distinctive
character. The fact that consumers may nevertheless get into the habit of recognising the product from its
colours is not enough, on its own, to preclude the ground for refusal based on Article 7(1)(b) of Regulation
No 40/94. Such a development in the public's perception of the sign, if proved, may be taken into account
only for the purposes of Article 7(3) of Regulation No 40/94.

61 As regards the fact that in this instance the coloured particles are not spread evenly across the whole of
the tablet but are concentrated on the tablet's lower part, it is appropriate to examine, first, the applicant's
complaint that the Board of Appeal did not state reasons to support its finding that this distribution of colours
did not confer distinctiveness on the mark claimed. In that regard, it should be pointed out that the
description of the mark given by the Board of Appeal in paragraph 15 of the contested decision refers to the
fact that there are two layers. That finding is not specifically reiterated in paragraphs 18 and 19 of the
contested decision, which are devoted to the assessment of distinctiveness from the point of view of the
tablet's colour pattern. However, in support of its assertion, at paragraph 19 of the contested decision, that the
use of tablets in different colour combinations is commonplace for the goods mentioned in the application, the
Board of Appeal refers by way of example to two products marketed in tablet form, each comprising two
differently coloured layers. It is clear that the Board of Appeal considered that a tablet comprised of two
differently coloured layers is not distinctive because that design is commonplace. The contested decision is
therefore sufficiently reasoned in that regard.

62 Second, the Board of Appeal's finding that the presence of a coloured layer is not sufficient for the tablet's
appearance to be perceived as indicative of the product's origin is justified. Where various ingredients are to
be combined in a washing machine or dishwashing product in tablet form, adding layers is one of the most
obvious solutions.

63 As regards the use of the colour green, it must be observed that the use of basic colours, such as blue or
green, is commonplace and is even typical of detergents. The use of other basic colours, such as red or
yellow, is one of the most obvious variations on the typical design of these products. The same is true of the
various shades of those colours. For that reason, the applicant's argument that the mark applied for is
distinctive because one of the layers of the tablet is `pale green'
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must be dismissed.

64 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

65 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour another basic colour either as a layer in
the tablet or as speckles. The ensuing differences in the appearance of the various tablets are not sufficient to
enable each of those tablets to function as an indication of the product's origin, inasmuch as those differences
are, as in the present case, obvious variations on the product's basic shapes.

66 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for does not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

67 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

68 Next, as regards the applicant's arguments concerning the practices of national trade mark offices, it must
be reiterated that registrations already made in the Member States are only one factor which may be taken
into consideration, without being given decisive weight, in the registration of a Community trade mark (Case
T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265, paragraph 61; and Case T-24/00
Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33). Furthermore, it is clear from the
applicant's replies to this Court's questions that the only office to have registered a mark identical to the one
claimed is the Bureau Benelux des Marques, whilst registration was refused in Germany. In the United
Kingdom, the registration procedure for an identical mark has been stayed pending the outcome of the present
proceedings, and in France a parallel application for registration has been withdrawn. It is clear from the
Office's answers to the Court's questions that, more generally, the practices of the national trade mark offices,
as regards three-dimensional marks consisting of washing machine and dishwasher tablets, are not uniform.
Consequently, any criticism that the Board of Appeal has failed to have regard to those practices is
groundless.

69 As far as the practice of the Office itself is concerned, it is clear from the Office's replies to the Court's
questions that the Community trade mark applications whose publication is relied on by the applicant have not
resulted in registrations. One of the applications concerned was refused by the examiner, after commencement
of the present action, and that decision is currently being reviewed by a Board of Appeal. According to the
Office, it is anticipated that the other application will be refused. In those circumstances, the argument based
on the publication of those applications has become otiose in any event. It should be added that, as regards
the registration of certain marks for toothpastes referred to by the applicant, those trade marks and the product
in respect of which their registration was sought are different from the mark and the product at issue in the
present case. So the way that the Office dealt with the registration of trade marks for toothpaste cannot be
regarded as relevant in this case.

70 The applicant's arguments concerning the practices of the Office and certain national offices must therefore
be dismissed.

71 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied
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for is devoid of any distinctive character.

72 As regards the applicant's arguments concerning the Board of Appeal's consideration of the need to keep
the shape and colours of the tablet at issue available, it must be observed that the absolute grounds for refusal
set out in Article 7(1)(b) to (e) of Regulation No 40/94 address the concern of the Community legislature to
prevent the grant to one operator alone of exclusive rights which could hinder competition on the market for
the goods or services concerned (see, as regards the ground of refusal relating to the descriptive nature of the
sign, the judgment of the Court of Justice in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee
[1999] ECR I-2779, paragraph 25). However, the interest that competitors of an applicant for a
three-dimensional mark consisting of the product's design may have in being able freely to choose shapes and
colours for their own products is not in itself a ground for refusing registration of such a mark, nor a criterion
sufficient in itself for the assessment of the mark's distinctive character. Article 7(1)(b) of Regulation No
40/94, in excluding the registration of signs devoid of any distinctive character, protects any interest there may
be in keeping available various alternatives for a product's design only to the extent to which the design of
the product in respect of which registration is sought is not capable, a priori and irrespective of the use made
of it within the meaning of Article 7(3) of Regulation No 40/94, to function as a trade mark, that is to say, to
enable the public concerned to distinguish the product concerned from those having a different trade origin.

73 Although the Board of Appeal gave considerable weight, in the contested decision, to considerations
relating to the interest in preventing trade mark law from giving rise to a monopoly on a product, it does not,
however, follow that in this case the Board failed to have due regard to the criteria applicable in assessing the
distinctiveness of the mark applied for. In paragraph 11 of the contested decision, the Board of Appeal states
that a product's shape may be registered as a Community trade mark `provided that the shape displays certain
features that are sufficiently unusual and arbitrary to enable the relevant consumers to recognise the product,
purely on the basis of its appearance, as emanating from a specific undertaking'. Thus it applied in substance
a criterion consonant with the principles set out above.

74 In the light of the foregoing considerations, the action must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2002.

Mag Instrument Inc. v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Community trade mark - Torch shape - Three-dimensional mark - Absolute ground for refusal -

Distinctive character - Article 7(1)(b) of Regulation (EC) No 40/94.
Case T-88/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of any distinctive character - Three-dimensional marks - Assessment criteria as
compared with other categories of mark

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of any distinctive character - Three-dimensional marks - Cylindrical torch shapes

(Council Regulation No 40/94, Art. 7(1)(b))

1. Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, under which marks which are devoid
of any distinctive character are to be refused registration, draws no distinction between different categories of
mark. Accordingly, it is not appropriate to apply more stringent criteria or impose stricter requirements when
assessing the distinctiveness of three-dimensional marks comprising the shape of the goods themselves than are
applied or imposed in the case of other categories of mark. In order to assess a mark's distinctiveness, it is
necessary to take account of all relevant elements linked to the specific circumstances of the case and one
such element is the fact that it cannot be excluded that the nature of the mark in respect of which registration
is sought might influence the perception which the targeted public will have of the mark.

The distinctiveness requirements applicable to three-dimensional marks comprising the shape of the goods
cannot be less strict than those applicable to word marks, since consumers are more accustomed to directing
their attention to the latter.

(see paras 32-33, 38 )

2. The three-dimensional marks consisting of cylindrical torch shapes in respect of which registration was
sought for apparatus for lighting and accessories for such apparatus are devoid of any distinctive character
within the meaning of Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, since a cylinder
is a common shape for a torch which corresponds to shapes commonly used by other torch manufacturers on
the market and thus, rather than enabling the product to be differentiated and linked to a specific commercial
source, gives the consumer an indication as to the nature of the product. Moreover, the aesthetic qualities and
the unusually original design of the shapes claimed as marks appear, as a result of those features, as variants
of a common torch shape rather than as shapes capable of differentiating the goods and indicating, on their
own, a given commercial origin.

(see paras 36-37, 42 )

In Case T-88/00,

Mag Instrument Inc., established in Ontario (United States of America), represented by A. Nette, W. von der
Osten-Sacken, H. Stratmann, G. Rahn and U. Hocke, lawyers, with an address for service in Luxembourg

applicant,
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v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, E. Joly and S. Bonne, acting as Agents,

defendant,

Action brought against the decision of the Second Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 14 February 2000 (Cases R-237/1999-2 to R-241/1999-2)
refusing registration of five three-dimensional trade marks consisting of torch shapes,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 13 April 2000,

having regard to the response lodged at the Court Registry on 11 August 2000,

following the hearing on 31 May 2001,

gives the following

Judgment

Costs

43 Under Article 87(2) of the Rules of Procedure of the Court of First Instance the unsuccessful party is to
be ordered to pay the costs. Since the applicant has been unsuccessful, and the Office has applied for costs, it
must be ordered to pay the costs incurred by the Office.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 29 March 1996 the applicant filed at the Office for Harmonisation in the Internal Market (Trade marks
and Designs) (hereinafter the Office) five applications for three-dimensional Community trade marks under
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended.

2 The three-dimensional shapes in respect of which registration was sought are the cylindrical shapes of
torches marketed by the applicant.

3 The goods in respect of which registration was sought are, following the applicant's amendment of 18
November 1997 to this effect, in Classes 9 and 11 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended, and correspond to the following descriptions: Accessories for apparatus for lighting, in
particular for flashlights (torches) and Apparatus for lighting, in particular flashlights (torches), including parts
and accessories for the above named goods.
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4 By three decisions of 11 March 1999 and two decisions of 15 March 1999, the examiner refused the
applications under Article 38 of Regulation No 40/94 on the ground that the marks applied for were devoid of
any distinctive character.

5 On 11 May 1999 the applicant filed appeals at the Office under Article 59 of Regulation No 40/94 against
each of the examiner's decisions.

6 The appeals were dismissed by decision of 14 February 2000 (hereinafter the contested decision).

7 In that decision the Board of Appeal, after referring to the terms of Article 4 of Regulation No 40/94, held
that, in the absence of use, and in order for the shape of goods alone to be capable of constituting a
distinctive indication of the origin of the goods, the shape must display features sufficiently different from the
usual shape of the goods for a potential purchaser to perceive it primarily as an indication of the origin of the
goods and not as a representation of the goods themselves. The Board of Appeal further held that, if a shape
is not sufficiently different from the usual shape of the goods, and potential purchasers do not therefore
perceive it to represent the goods, then it is descriptive and falls within the scope of Article 7(1)(b), just like
a word consisting simply of the name of the goods. In the Board of Appeal's view, the essential question is
whether the representation of any of the marks sought immediately conveys to the average purchaser of
torches that the torch comes from a specific source, or whether the mark simply indicates that the torch is a
torch. The Board of Appeal adds, first of all, that it does not necessarily follow from the fact that the
applicant's goods are attractively designed that they are inherently distinctive. Nor, secondly, does the Board
of Appeal consider it to follow from the fact that a sign is to be refused registration under Article 7(1)(b) if it
is devoid of any distinctive character that a mark with the merest trace of distinctive character must be
registered. The Board considers that the very essence of Regulation No 40/94 entails that the degree of
distinctiveness required must be such as to confer on the mark the capacity to act as an indication of origin.
The Board of Appeal concludes that, in spite of the numerous attractive features of each of the shapes, none
is inherently distinctive to the average purchaser of a torch (paragraphs 11 to 18 of the contested decision).

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Legal argument

10 In its application the applicant relies on four pleas in law. Since it withdrew three of them at the hearing,
it is necessary only to consider the alleged infringement of Article 7(1)(b) of Regulation No 40/94.

Arguments of the parties

11 The applicant argues first of all that the principle that a sign possesses distinctive character if it is capable
of being perceived as indicating that the goods come from a particular undertaking is applicable to
three-dimensional marks.

12 It goes on to submit, firstly, that the marks claimed are not devoid of distinctive character.
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13 In that connection, the applicant claims, on the one hand, on the basis of a number of arguments, that,
contrary to the contention of the Office, there is no usual shape for a torch, and that the shapes corresponding
to the trade marks applied for are not generic torch shapes.

14 On the other hand, the applicant claims that the only condition laid down by Regulation No 40/94
concerning the distinctiveness of three-dimensional marks is the absolute ground for refusal in Article 7(1)(b),
and that there are no further bars to the registration of such marks.

15 As regards the contested decision, the applicant contends that it fails to set out the conditions that a
three-dimensional mark must satisfy for it to be found to be distinctive. In particular, according to the
applicant, the Board of Appeal fails to put forward any argument in support of its assertion that a torch shape
is devoid of distinctive character. Nor does the Board of Appeal set out the circumstances in which the
average purchaser could perceive a torch shape as indicating the origin of the goods. The Board errs in
holding that the words devoid of any distinctive character do not signify that any mark with the merest trace
of distinctive character should be registered. It further fails to state the reasons why the marks claimed do not
possess the degree of distinctive character necessary to render them capable of indicating the origin of the
goods. It thus imposes more stringent requirements with respect to the distinctiveness of three-dimensional
marks than those applicable with respect to other marks.

16 The applicant, on the contrary, contends that when the shape of an object is perceived at the unconscious
level, it has an emotional effect, so that a shape makes a direct impression, and is more distinctive than a
word mark. Consequently, the distinctiveness requirements applicable to three-dimensional marks must be less
stringent than those applicable to word marks, or, at the very least, equal to those applicable to the other
categories of mark. A mark may therefore only be refused protection if it is devoid of any distinctive
character and a small degree of distinctiveness suffices to overcome the bar to registration.

17 Secondly, the applicant puts forward a number of elements, allegedly disregarded by the Board of Appeal,
to show that the marks claimed have distinctive character.

18 In this regard it refers first of all to an expert's report, namely that of Professor Stefan Lengyel on the
originality, creativity and distinctiveness of the torch shapes in question and proposes that he be heard as a
witness. The expert expresses his views, inter alia, on the entire programme of torches developed by the
applicant (the Mag programme), finding it to be a striking example of goods of high technical quality whose
aesthetically pleasing shape, as their main feature, embodies their semantic function, one of their leading
features. He considers that, whilst all the products in the Mag Lite range harmonise with one another, each of
the products, including the Solitaire torch, retains its own distinctive character. He also expresses his views on
the Mini Maglite and Mag Lite torches.

19 Next, in support of its claim that the shapes in respect of which registration was sought are internationally
recognised as distinctive, the applicant points to a number of factors, including references in various books to
the torches, and the fact that they are on display in various museums and have won international awards.

20 Thirdly, the applicant cites decisions of various courts in which the Mini Maglite torch was held to be
distinctive.

21 Fourthly, the applicant submits that the capacity of the claimed marks to indicate that the goods come from
a particular undertaking is further evidenced by the fact that the torch shapes in question have been used as
means of indicating origin. According to the French publication Faux ou vrais - Les grandes marques et leurs
copies [Genuine or fake - major trade marks and their imitations], the appearance on the market of
counterfeits of the applicant's original designs resulted in widespread
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confusion in the marketplace and led to the applicant's distributors being sent low-quality imitations for repair,
as two lawyers' statements produced by the applicant confirm. The applicant further observes that it is stated
in that publication that no counterfeit Mag Lite has hitherto ever been found with the original trade mark. It
may be inferred from this that an imitator need only reproduce the torch shape because its distinctiveness
indicates to consumers that the product originates from a particular undertaking, namely the applicant.

22 Moreover, imitators have frequently advertised their goods using the original Maglite torch design, as in
the case of a sports clothing shop which in 1996 was found vaunting copies of the torches, claiming them to
have the cult Mag Lite torch design.

23 Fifthly and finally, the applicant observes that national authorities, too, have recognised the distinctiveness
of the shapes of its torches, as they are already registered in various Member States of the European Union
(Germany, France, the United Kingdom and the Benelux countries), in the United States and in Switzerland,
countries where the criteria for registration are comparable to those laid down by Regulation No 40/94.

24 The Office states first of all that the shapes in respect of which registration as a trade mark is sought are
to be regarded as common and thus incapable of performing a trade mark's function as an indicator of origin.

25 Secondly the Office does not accept that shapes acting as trade marks have a greater capacity to
distinguish than other signs. Further, the evidence submitted by the applicant relating to the reputation enjoyed
by the torch shapes at issue is a factor which may be taken into account by the Office but is in no way
binding on it.

26 Thirdly, the Office submits, it would be preferable for the torches in question to be protected by patents.
Trade marks, on the other hand - in this instance three-dimensional ones - must have an unusual and arbitrary
configuration, which is not the case here.

27 Finally, the Office contends that the fact that some of the torch shapes claimed are the subject of national
registrations does not imply any duty on its part to register them. In particular, the Office argues, in relation
to the registration of the shapes in the Benelux countries, that it was not the practice of the Benelux office to
examine distinctiveness or descriptiveness at the time of their registration as that was only introduced in 1996,
but to register automatically. As for the United Kingdom registration, it was obtained by demonstrating that
the shape in question had acquired distinctive character there in consequence of use. Similarly, the application
for registration in the United States was filed in 1984 and succeeded in 1997, which suggests that it was
obtained on the basis that the mark had become distinctive in consequence of use. As to the German and
Swiss registrations, no details of the circumstances in which they were obtained are given. Moreover,
unofficial documentation (the Delmas database) suggests that annulment proceedings are pending in Germany.

Findings of the Court

28 Article 7(1)(b) of Regulation No 40/94 provides that trade marks which are devoid of any distinctive
character are not to be registered.

29 A mark has distinctive character if it is capable of distinguishing the goods or services in respect of which
registration is applied for according to their origin.

30 A mark's distinctiveness must be assessed, firstly, by reference to those goods and services and, secondly,
by reference to the way in which the mark is perceived by a targeted public, which is constituted by the
consumers of the goods or services.

31 For the purposes of that assessment, the mark need not necessarily enable the targeted public
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to identify the manufacturer of the goods or provider of the service by conveying to it a specific indication as
to his identity. It is settled case-law (see, inter alia, Case C-39/97 Canon [1998] ECR I-5507) that the
essential function of a trade mark is to guarantee the origin of the marked goods or services to the consumer
or end user. The mark must enable the public targeted to distinguish the goods or services from those of other
undertakings, and to believe that all the goods or services identified by it are manufactured or provided under
the control of the trade mark owner, who can be held responsible for their quality. Only in this way will a
consumer who purchases the goods or services identified by the mark be in a position, on a subsequent
purchase, to make the same choice, if his experience is a positive one, or to choose differently if it is not.

32 It must further be observed that Article 7(1)(b) of Regulation No 40/94, under which marks which are
devoid of any distinctive character are to be refused registration, draws no distinction between different
categories of mark. Accordingly, it is not appropriate to apply more stringent criteria or impose stricter
requirements when assessing the distinctiveness of three-dimensional marks comprising the shape of the goods
themselves, such as those sought in the present case, than are applied or imposed in the case of other
categories of mark.

33 However, in order to assess a mark's distinctiveness, it is necessary to take account of all relevant elements
linked to the specific circumstances of the case. One such element is the fact that it cannot be excluded that
the nature of the mark in respect of which registration is sought might influence the perception which the
targeted public will have of the mark.

34 Under Article 7(1)(b) of Regulation No 40/94, moreover, it is sufficient, in order to defeat the absolute
ground for refusal, to demonstrate that the mark possesses a minimum degree of distinctiveness. It is therefore
necessary to determine - in the context of an a priori examination and without reference to any actual use of
the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the claimed mark will enable
the targeted public to distinguish the marked goods or services from those of other undertakings when they
come to make a purchasing choice.

35 In assessing a mark's distinctiveness, regard must be had to the presumed expectations of an average
consumer who is reasonably well informed and reasonably observant and circumspect (Cases C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26 and T-359/99 DKV v OHIM (Eurohealth) [2001] ECR
II-1645, paragraph 27). The goods whose shape it has been sought to register as a mark - the present case
involves five shapes of torch - are goods for general consumption, and the targeted public must therefore be
considered to comprise all consumers.

36 For the purposes of determining whether the five torch shapes in respect of which trade mark registration
is sought are capable of acting on the memory of the average consumer as indications of origin, that is to say,
in such a way as to differentiate the goods and link them to a particular commercial source, it should first be
noted that it is a feature of the shapes that they are cylindrical. A cylinder is a common shape for a torch. In
four of the applications filed, the torches' cylindrical shape opens out at the end where the bulb is, while the
torch in the fifth application does not, being cylindrical all the way down. The marks in all the applications
correspond to shapes commonly used by other torch manufacturers on the market. Rather than enabling the
product to be differentiated and linked to a specific commercial source, therefore, the effect of the marks
claimed is to give the consumer an indication as to the nature of the product.

37 Next, as regards the features relied on by the applicant in support of its contention that the shapes claimed
as marks are inherently capable of distinguishing its goods from those of its competitors, such as their
aesthetic qualities and their unusually original design, it is to be observed that such shapes appear, as a result
of those features, as variants of a common torch shape rather than as shapes capable of differentiating the
goods and indicating, on their own, a given commercial origin. The average consumer is accustomed to seeing
shapes similar to those at issue here, in
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a wide variety of designs. The shapes in respect of which registration has been applied for are not
distinguishable from the shapes of the same type of goods commonly found in the trade. It is therefore wrong
to claim, as the applicant does, that the special features of the torch shapes in question such as, inter alia,
their attractiveness, draw the average consumer's attention to the goods' commercial origin.

38 Nor can the applicant's argument that shapes are more distinctive as trade marks than word marks be
upheld. In that regard, it should be observed that although the average consumer of the goods in question
habitually perceives a word mark as a sign that identifies the goods, the same is not necessarily true of a
mark consisting of the shape of the goods themselves, as in this case. The distinctiveness requirements
applicable to three-dimensional marks comprising the shape of the goods cannot therefore be less strict than
those applicable to word marks, since consumers are more accustomed to directing their attraction to the latter.

39 The possibility that the average consumer might have become accustomed to recognising the applicant's
goods by reference to their shape alone cannot render the absolute ground for refusal in Article 7(1)(b) of
Regulation No 40/94 inapplicable in this case. If that is how the marks claimed are perceived, that is
something that can only be taken into account in the context of the application of Article 7(3) of the
regulation, a provision not invoked by the applicant at any point in the proceedings. All the factors relied on
by the applicant - referred to at paragraphs 17 to 19, 21 and 22 above - in order to demonstrate the
distinctiveness of the marks claimed relate to the possibility of the torches in question having acquired
distinctiveness following the use made of them, and cannot therefore be regarded as relevant for the purposes
of assessing their inherent distinctiveness under Article 7(1)(b) of Regulation No 40/94.

40 In the light of the foregoing considerations, the three-dimensional marks applied for in the present case, as
perceived by an average consumer who is reasonably well informed and reasonably observant and circumspect,
are therefore not capable of differentiating the goods or of distinguishing them from those of a different
commercial origin.

41 That conclusion is unaffected by the applicant's argument relating to the practice of certain national trade
mark offices and the decisions of certain national courts. It must be observed in this connection that, as the
case-law makes clear, the Community trade mark regime is an autonomous system constituted by a body of
rules and having its own objectives, and applies independently of any national system (Case T-32/00 Messe
München v OHIM (electronica) [2000] ECR II-3829, paragraph 47). Accordingly, the registrability of a sign
as a trade mark is to be assessed on the basis of the relevant Community legislation alone. Consequently,
neither the Office nor, as the case may be, the Community courts are bound by decisions adopted in any
Member State, or indeed a third country, finding a sign to be registrable as a national trade mark.

42 It follows that the Board of Appeal was right in holding that the three-dimensional marks applied for were
devoid of any distinctive character. The appeal must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

Bank für Arbeit und Wirtschaft AG v Office for Harmonisation in the Internal Market (Trade Marks
and Designs) (OHIM).

Community trade mark - Term EASYBANK - Absolute grounds for refusal - Article 7(1)(b) and (c) of
Regulation (EC) No 40/94.

Case T-87/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusing registration - Trade marks which consist exclusively of signs or indications which may serve to
designate the characteristics of a product - Term EASYBANK

(Council Regulation No 40/94, Art. 7(1)(c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusing registration - Marks devoid of distinctive character - Determination whether a trade mark has a
distinctive character - Criteria

(Council Regulation No 40/94, Art. 7(1)(b) and (3))

1. Under Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, registration is refused for
trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the kind,
quality, quantity, intended purpose, value, geographical origin or the time... of rendering of the service, or
other characteristics of the [latter]. In that connection, the term EASYBANK, registration of which is
requested in respect of the services of an on-line bank, and electronic banking services in particular, cannot be
regarded as being exclusively descriptive in character, since the term does not as such enable potential
customers to identify immediately and precisely either the specific banking services capable of being provided
or, a fortiori, one or more of their characteristics. Therefore, the link between the meaning of the term
EASYBANK on the one hand and the services capable of being provided by an on-line bank on the other,
appears to be too vague and indeterminate to confer a descriptive character on that term in relation to those
services.

(see paras 22, 31-32 )

2. Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, according to which registration is to
be refused to trade marks which are devoid of any distinctive character, requires the examiner and, in
appropriate cases, the Board of Appeal, to examine - in the context of an a priori examination apart from any
actual use of the sign for the purposes of Article 7(3) - whether there appears to be no possibility that the
sign in question may be capable of distinguishing, in the eyes of the public to which it is addressed, the
products or services referred to from those of a different origin, where the public will be called upon to make
its choice in commerce.

(see para. 40 )

In Case T-87/00,

Bank für Arbeit und Wirtschaft AG, established in Vienna (Austria), represented by G. Kucsko, Rechtsanwalt,
with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, J.F. Crespo Carrillo and S. Laitinen, acting as Agents, with an address
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for service in Luxembourg,

defendant,

APPLICATION for annulment of the decision of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 31 January 2000 (Case R 316/1999-3), refusing
registration of the term EASYBANK as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator

having regard to the application lodged at the Registry of the Court of First Instance on 11 April 2000,

having regard to the reply lodged at the Registry of the Court of First Instance on 6 July 2000,

further to the hearing on 16 January 2001,

gives the following

Judgment

1 On 3 October 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

2 The mark in respect of which registration was sought was the term EASYBANK.

3 Registration was initially sought for the services Insurance, financial affairs, monetary affairs, banking,
banking services, real estate affairs in Class 36 of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended.

4 By decision of 13 April 1999, the examiner rejected the application pursuant to Article 38 of Regulation No
40/94.

5 On 8 June 1999, the applicant filed an appeal against the examiner's decision at the Office under Article 59
of Regulation No 40/94.

6 By letter of 10 August 1999, the applicant restricted the list of services covered by its application for a
Community trade mark as follows: on-line banking services, especially electronic banking services.

7 The appeal was dismissed by a decision of 31 January 2000 (the contested decision). Essentially, the Board
of Appeal took the view that the term EASYBANK was descriptive and devoid of distinctive character, and
therefore fell within the scope of Article 7(1)(b) and (c) of Regulation No 40/94.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:
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- dismiss the action;

- order the applicant to pay the costs.

Law

10 In support of its action, the applicant makes two pleas in law, alleging infringement of Article 7(1)(c) and
(b) of Regulation No 40/94.

The plea alleging infringement of Article 7(1)(c) of Regulation No 40/94

11 The applicant argues that an obstacle to the registration of a trade mark exists only where there is a
specific need to keep the sign in question available for the goods in respect of which the application for
registration of that trade mark was lodged. In this case, it maintains that there is no specific and certain
indication that the term EASYBANK is used or capable of being used as a descriptive indication.

12 The applicant emphasises that Article 7(1)(c) of Regulation No 40/94 concerns only exclusively descriptive
indications. Where the descriptive indication is not clear, it does not constitute an obstacle to registration. The
term EASYBANK is characterised precisely by the fact that it does not contain any specific indication as to
the nature of the banking services provided. It is an evocative word which awakens associations of agreeable
ideas, differing from one person to another: the fact of having banking services nearby, being able to go into
a credit establishment with well laid-out premises, being able to carry out transactions by computer, or being
received by pleasant employees.

13 Account should also be taken of the nature of the services in question and the attentiveness of consumers
in the area concerned. In the area of banking services, consumers are particularly attentive; they take the
names of trade marks into particular consideration and make a distinction between the various marks, more
than they do in other areas. Moreover, they are used to the fact that in the banking sector use is made not of
fantasy names that would tend to denote a lack of seriousness, but of terms drawn from current language.

14 The applicant states, finally, that it does not claim any monopoly over the word easy or the word bank. If,
therefore, the disputed sign were to be registered as a Community trade mark, no banking establishment would
be prohibited from using those two words.

15 The Office counters the applicant's argument based on the absence of a specific need for availability of the
term EASYBANK by arguing that there is nothing in Article 7(1) of Regulation No 40/94 to permit such a
requirement being used as a ground for refusing registration of a trade mark, in the same way as its
descriptive character or lack of distinctiveness.

16 The Office points out that registration is refused for descriptive signs, that is to say those capable of
serving to describe the services concerned. Where, as in this case, a neologism is at issue, reference must be
made to the normal and spontaneous understanding of it by an average individual, without extra effort of
reflection. The Office emphasises that, if signs judged to be descriptive are refused registration, that is because
they are not capable of guaranteeing to the user the original identity of the services concerned and
distinguishing them from those of other undertakings.

17 Whilst a trade mark composed exclusively of signs of a descriptive nature must be refused registration, the
word exclusively must not, in the Office's submission, be interpreted in such a way that the term constituting
the trade mark may have only one meaning; most words have many accepted meanings. In any event, the
Office disputes the applicant's argument to the effect that the term EASYBANK may have several meanings.

18 To the Office, the term EASYBANK, which is represented without graphic originality, is nothing
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more than a simple combination, perfectly ordinary and without ambiguity, of two current English words. It is
true that the term easy is not usually employed for banking operations. However, when combined with the
word bank, it forms a term which is exclusively and immediately descriptive of the services in question,
which indicates instantly that the services in question are easily accessible electronic banking services.

19 The Office also maintains that it is precisely because banking consumers are particularly attentive that they
will perceive the sign EASYBANK as a perfectly descriptive indication of the nature of the services offered
and not of their commercial origin.

Findings of the Court

20 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the
services of one undertaking from those of others.

21 It follows that, in particular, the absolute grounds for refusal set out in Article 7(1) of Regulation No
40/94 may be assessed only in relation to the services for which registration of the sign is applied for (see
Case T-163/98 Procter & Gamble v OHIM (Baby-Dry) [1999] ECR II-2383, paragraphs 20 and 21).

22 Under Article 7(1)(c) of Regulation No 40/94, registration is refused for trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin or the time... of rendering of the service, or other characteristics of the
[latter].

23 The intention of the legislature was therefore that - subject to Article 7(3) of Regulation No 40/94 - such
signs should, by virtue of their purely descriptive nature, be considered incapable of distinguishing the services
of one undertaking from those of another. By contrast, signs or indications whose meaning goes beyond the
exclusively descriptive character are capable of being registered as Community trade marks.

24 In this case, it should be noted that the Board of Appeal found in the contested decision that the term
EASYBANK is composed of the two words easy and bank, taken from current English, and that it is
comprehensible at first sight. Even though that compound word is a neologism, that does not, in the Board of
Appeal's opinion, prevent it from being neither unusual nor striking (paragraph 18). It notes that the word
easy means, inter alia, easy, without difficulty, simple, comfortable, without anxiety, carefree, convenient
(paragraph 20), and that the word bank means, inter alia, bank, credit establishment (paragraph 21).

25 According to the Board of Appeal, the commercial circles targeted by the services for which registration of
the trade mark is requested have knowledge of English, are abreast of the possibilities of modern media and
are interested in banking services, particularly those of an on-line bank, that is to say banking services via the
telephone and the internet. They therefore understand immediately and without further analysis the meaning of
the trade mark in question, namely that the services offered by an on-line bank are easily accessible and
convenient. The word easy thus signals to them at first sight the ease and pleasure they will have carrying out
banking transactions from home, from their office or between two tasks, as it were without being obliged to
make a journey to the bank during opening hours (paragraphs 22 and 23).

26 The Board of Appeal concludes that the clearly descriptive information conveyed by the term in question
is immediately obvious as an indication of the kind, quality and destination of the services referred to
(paragraphs 25 and 27). It further holds that the purely descriptive character of the term EASYBANK exists in
the English-speaking part of the European Union, so that Article
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7(2) of Regulation No 40/94 applies (paragraph 22).

27 In thus regarding the term EASYBANK as being exclusively descriptive of the services of an on-line bank,
the Board of Appeal misapplied Article 7(1)(c) of Regulation No 40/94.

28 The word easy is a general laudatory term of current language. It arouses associations of ideas, contains an
element of subjective assessment and is devoid of all specificity. Combined with bank and relating more
particularly to an on-line bank, the word easy is intended to give the potential clientele the agreeable general
impression that the on-line bank in question is accessible without difficulty or effort.

29 Whilst it is true that the ease of access thus suggested cannot reasonably serve potential customers other
than by enabling them to benefit from the banking services offered, the fact remains that that suggestion
expressly applies only to the banking establishment as such. Since it does not make any reference to the
details of a specific service or other details of the conduct of banking transactions, it does not designate either
objectively or specifically the kind, quality, quantity, intended purpose, value, or other characteristics of the
various banking services capable of being provided.

30 The term in question does not, for example, give information as to how, once access is obtained,
transactions such as an application for credit, the cashing of a cheque, an order to invest on the stock
exchange, an application to participate in a share issue or a transfer or withdrawal from a personal account
will be handled, or, in particular, as to the result, whether positive or negative, of such an on-line transaction
for the potential customer.

31 Although the Board of Appeal deduces the descriptive character of the term EASYBANK from the
message to the effect that all the services offered by an on-line bank have the common characteristic of being
more easily accessible, thanks to the use of electronic tools, than those offered by a normal bank, the link
between the meaning of the term EASYBANK on the one hand and the services capable of being provided by
an on-line bank on the other, appears to be too vague and indeterminate to confer a descriptive character on
that term in relation to those services. Thus, the term in question does not as such enable potential customers
to identify immediately and precisely either the specific banking services capable of being provided or, a
fortiori, one or more of their characteristics.

32 It follows that the term EASYBANK cannot in any event be regarded as having an exclusively descriptive
character for the purposes of Article 7(1)(c) of Regulation No 40/94.

33 The plea must therefore be accepted.

The plea in law alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

34 According to the applicant, the distinctive character of a sign is to be given a broad interpretation by the
Boards of Appeal of the Office, in that a very limited degree of distinctiveness is sufficient. In relation to the
disputed mark, the applicant argues that the term EASYBANK is an original combination of two words which
cannot be found in any current dictionary. That originality also gives it its distinctive character.

35 The Office replies that the requirement for a trade mark to be distinctive serves to identify the commercial
origin of the services in respect of which its registration is applied for. In this case, the term EASYBANK,
without any particular additional element, does not allow that function to be fulfilled. The Office points out in
that respect that it has agreed to register a figurative trade mark of which EASYBANK is the verbal
component.

Findings of the Court
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36 Under Article 7(1)(b) of Regulation No 40/94, registration is to be refused to trade marks which are
devoid of any distinctive character, that character having to be assessed in relation to the services in respect of
which registration of the sign is applied for (see paragraph 21 above).

37 In this case, it should be noted, first, that, in the contested decision, the Board of Appeal stated as follows
(paragraph 27):

Whereas the verbal trade mark "EASYBANK" is understood by the public to which it is addressed only as an
indication of the kind, quality and intended purpose of the services and not as a trade mark fulfilling a
function as an indicator of origin, it is also devoid of the distinctive character required at least to a minimal
degree.

38 Essentially, therefore, the Board of Appeal deduced the incompatibility of the term in question with Article
7(1)(b) of Regulation No 40/94 from the fact that it was incompatible with Article 7(1)(c). However, it has
already been held that the term EASYBANK did not fall within the prohibition laid down by that latter
provision. Therefore, the substantive reasoning developed by the Board of Appeal in relation to Article 7(1)(b)
of Regulation No 40/94 must be set aside, as it is based on the error referred to above.

39 In so far as, in the contested decision (paragraphs 27 and 18), the Board of Appeal further refers to the
fact that the term EASYBANK, as a combination of current terms and in the absence of particular additional
elements conferring upon it a distinctive character... is devoid ... of any additional element of imagination and
is neither unusual nor striking, it is sufficient to point out that the absence of distinctive character cannot arise
merely from the finding that the sign in question lacks an additional element of imagination or does not look
unusual or striking.

40 Far from setting up those latter terms as criteria for distinctiveness, Article 7(1)(b) of Regulation No 40/94
requires the examiner and, in appropriate cases, the Board of Appeal, to examine - in the context of an a
priori examination apart from any actual use of the sign for the purposes of Article 7(3) of Regulation No
40/94 - whether there appears to be no possibility that the sign in question may be capable of distinguishing,
in the eyes of the public to which it is addressed, the products or services referred to from those of a
different origin, where that public will be called upon to make its choice in commerce.

41 In this case, the Board of Appeal did not carry out that examination.

42 Therefore, this plea must also be accepted.

43 It follows from the whole of the above that the contested decision must be annulled.

Costs

44 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

45 Since the Office has been unsuccessful and the applicant has asked for costs to be awarded against it, the
Office must be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 31 January 2000 (Case R 316/1999-3);
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2. Orders the defendant to pay the costs.

DOCNUM 62000A0087

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2000 ; A ; judgment

PUBREF European Court reports 2001 Page II-01259

DOC 2001/04/05

LODGED 2000/04/11

JURCIT 31994R0040-A04 : N 20
31994R0040-A07P1 : N 21
31994R0040-A07P1LB : N 36 - 43
31994R0040-A07P1LC : N 22 - 32 38
31994R0040-A07P2 : N 26
31994R0040-A07P3 : N 23
61998A0163 : N 21

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Austria

NOTES Raas, R.P.: Nederlands tijdschrift voor Europees recht 2001 p.116-121
Gielen, Ch.: Intellectuele eigendom & Reclamerecht 2001 p.189-190
Martínez Gutiérrez, Angel: Actualidad jurídica Aranzadi 2001 no 504 p.1-5
Di Plinio, Giampiero: Diritto pubblico comparato ed europeo 2001 p.1506-1511

PROCEDU Application for annulment - successful

DATES of document: 05/04/2001
of application: 11/04/2000

© An extract from a JUSTIS database



62000A0079 European Court reports 2002 Page II-00705 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)February 2002.

Rewe Zentral AG v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark - 'LITE - Observance of the rights of defence - Immaterial plea - Absolute
ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-79/00.

1. Community trade mark - Decisions of the Office - Observance of the rights of the defence

(Council Regulation No 40/94, Art. 73)

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Lack of distinctive character of a sign - Finding of absence of an additional element of imagination
or a minimum amount of imagination insufficient to hold a sign to be devoid of any distinctive character

(Council Regulation No 40/94, Art. 7(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of any distinctive character - LITE

(Council Regulation No 40/94, Art. 7(1)(b) and (2))

1. The rights of the defence, observance of which is a general principle of Community law laid down in
Article 73 of Regulation No 40/94 on the Community trade mark, which provides that decisions of the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) are to be based only on reasons on
which the parties have had an opportunity to present their comments, are infringed by a decision of a Board
of Appeal of the Office which fails to accord the person concerned an opportunity to express his views on the
absolute grounds for refusal of an application for registration of a Community trade mark which the Board
applied of its own motion.

(see paras 13-15 )

2. The absence of distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 on the
Community trade mark cannot arise merely from the finding that a sign lacks an additional element of
imagination or a minimum amount of imagination. A Community mark is not necessarily a work of invention
and is founded not on any element of originality or imagination, but on its ability to distinguish goods or
services on the market from goods or services of the same type offered by competitors.

(see para. 30 )

3. The word mark LITE, registration of which is sought in respect of foodstuffs and catering services, is
devoid of any distinctive character under Article 7(1)(b) and (2) of Regulation No 40/94 on the Community
trade mark. That word, which is created from a phonetic transcription of the English word light, is commonly
used in the English-speaking part of the European Union as an everyday word in the food and catering
industry to identify or distinguish a quality of foodstuffs. It serves only to inform the section of the public
targeted about a characteristic of the goods or service at issue, namely the lightness of the foodstuffs and of
the dishes prepared and served in the catering service.

(see paras 33-36, 39 )

In Case T-79/00,
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Rewe Zentral AG, established in Cologne (Germany), represented by M. Kinkeldey, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented initially by
V. Melgar and P. von Kapff and subsequently by V. Melgar and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 27 January 2000 (Case R 275/1999-3) concerning the
registration of LITE as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court on 4 April 2000,

having regard to the response lodged at the Registry of the Court on 27 June 2000,

further to the hearing on 5 July 2001,

gives the following

Judgment

Costs

43 Under the first subparagraph of Article 87(3) of the Rules of Procedure, where each party succeeds on
some and fails on other heads, or where the circumstances are exceptional, the Court may order that each
party is to bear its own costs.

44 Even though, in the present case, the application must be dismissed, the Court finds that it is appropriate
to apply the first subparagraph of Article 87(3) of the Rules of Procedure and to order that each party is to
bear its own costs, since the applicant's rights of defence have been infringed.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders each party to bear its own costs.

1 On 29 March 1996, the applicant filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) pursuant to Council Regulation
(EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended. The
date of filing was fixed at 1 April 1996.

2 The mark in respect of which registration was sought is the term LITE.
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3 The goods and services in respect of which registration was sought are in Classes 5, 29, 30, 32, 33 and 42
of the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of
the Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each of those classes,
to the following description:

Class 5: Dietetic foodstuffs and foodstuff preparations, dietetic auxiliary agents for healthcare, in particular
vitamins, minerals and nutritive food supplements; food for babies;

Class 29: Meat, fish, poultry, game and shellfish, including preparations of the aforesaid goods; sausage, meat,
poultry and fish products, caviar; salads of meat, fish, poultry and game; meat, poultry, game and fish pastes,
meat extracts; fruit, vegetables and pulses (processed); fruit and vegetable pulp; delicatessen salads of
vegetables or leaf salads; potato products of all types, namely chips, croquettes, baking potatoes, prepared
potatoes, potato fritters, potato dumplings, fried potato cake (rösti), potato waffles, crisps, sticks; semi-prepared
and ready-to-serve meals, namely soups (including instant packet soups), stews, dry and liquid ready-to-serve
meals, mainly of one or more of the following goods, meat, fish, vegetables, prepared fruits, cheese, pasta,
rice; meat, fruit and vegetable jellies, jams, fruit sauces; eggs, milk and milk products, namely drinking milk,
sour milk, butter milk, yoghurt, fruit yoghurt, yoghurt with chocolate or cocoa additives, non-alcoholic mixed
milk drinks, chocolate drinks, kefir, cream, quark, fruit and herbal quark desserts, desserts, mainly of milk and
flavourings with gelatine and/or starch being binding agents, butter, clarified butter, cheese and cheese
preparations; fruit fools; edible oils and fats; savoury biscuits, corn crisps, salted and unsalted nuts and other
snacks, included in Class 29; all the aforesaid goods (where possible) also frozen or preserved, sterilised or
homogenised;

Class 30: Pizzas; sauces, fruit sauces, salad dressings, ketchup, horseradish, capers; coffee, tea, cocoa;
chocolate, chocolate goods, cocoa-based powders for making beverages; marzipan, nougat, marzipan and
nougat products; spreads, principally containing sugar, cocoa, nougat, milk and/or fats; pralines, including
filled pralines; sugar, sugar products, sweets, in particular boiled, peppermint, fruit sweets and chews,
lollipops, chewing gum not for medical purposes; rice, tapioca, artificial coffee; flour and cereal products,
kernel cereals, namely rice, wheat, oats, barley, rye, millet, maize and buckwheat, the aforementioned goods
also in the form of mixtures and other preparations, in particular wheat bran, wheat germ, maize meal, maize
semolina, linseeds, muesli and muesli bars (mainly of cereal flakes, dried fruit, nuts), cereals, popcorn; bread,
bread rolls, pastry and confectionery; pasta and wholemeal pasta, in particular noodles; ices, ice cream; honey,
treacle; yeast, baking-powder; salt; mustard; vinegar; spices, mixed spices, pepper corns; savoury biscuits,
cereal crisps, salted and unsalted nuts and other snacks, included in Class 30; all the aforesaid goods (where
possible) also frozen or preserved, sterilised or homogenised;

Class 32: Beers; mineral and aerated waters and other non-alcoholic drinks; fruit drinks and fruit juices;
vegetable juices, syrups and other preparations for making beverages; whey drinks; instant powdered drinks;

Class 33: Alcoholic beverages, in particular wine, sparkling wine, spirits, liqueurs;

Class 42: Providing of food and drink and temporary accommodation.

4 On 26 May 1998, the examiner informed the applicant that LITE seemed to him to be ineligible for
registration because it was devoid of any distinctive character within the meaning of Article 7(1)(b) of
Regulation No 40/94 in respect of the goods and services concerned. The applicant submitted its observations
by letter of 24 July 1998. By decision of 29 March 1999, the examiner refused the application pursuant to
Article 38 of Regulation No 40/94 on the ground stated in his letter of 26 May 1998. The examiner's decision
is based, in particular, on a semantic analysis of the sign at issue, according to which that sign corresponds
phonetically to the ordinary English word
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light. According to the examiner, LITE is accordingly directly descriptive of the goods and services listed in
the application and is, therefore, devoid of any distinctive character.

5 On 20 May 1999, the applicant appealed to the Office pursuant to Article 59 of Regulation No 40/94
against the examiner's decision.

6 By decision of 27 January 2000 (the contested decision), which was notified to the applicant on 4 February
2000, the Board of Appeal confirmed the examiner's refusal, except in respect of the service temporary
accommodation, on the ground that LITE was devoid of any distinctive character within the meaning of
Article 7(1)(b) of Regulation No 40/94 and that it was exclusively descriptive for the purposes of Article
7(1)(c) of that regulation.

7 In essence, the Board of Appeal first noted the following considerations. There is a general need for purely
descriptive indications to remain available, since competitors have a legitimate interest in the unrestricted use
of indications of that kind. Descriptive signs may be excluded from that protection only to the extent that
monopolising them is contrary to a legitimate public need, in particular that of unrestricted use by competitors.
There must be a specific need for availability in respect of the goods and services for which registration of
the mark is requested. Finally, only purely descriptive signs and indications are liable not to be protected
(paragraphs 13 to 16 of the contested decision). The Board of Appeal then pointed out that the sign at issue
consists exclusively of the word LITE which refers to one of the essential characteristics of the goods
concerned, namely that they are light. LITE is, in fact, a general name for foodstuffs whose undesirable
ingredients have been partially removed in order to appeal to food-conscious consumers. The Board of Appeal
inferred that the sign at issue is an essential descriptive indication of the goods and service concerned, at least
in the English-speaking part of the Community. Furthermore, according to the Board, the applicant's
competitors must have the absolute right to use the term LITE. Finally, the Board of Appeal found that the
sign at issue is also devoid of the minimum distinctive character required since, in the trade concerned, it is
understand only as a mere indication of the particular quality of the goods.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

10 The applicant puts forward three pleas in law alleging infringement of its rights of defence, of Article
7(1)(c) of Regulation No 40/94 and of Article 7(1)(b) of that regulation.

Infringement of the rights of defence

Arguments of the parties

11 The applicant observes that the Board of Appeal did not invite it to submit its observations on the ground
for refusal under Article 7(1)(c) of Regulation No 40/94 and that it was therefore unable to express its views
on the possible existence of a general need for the term LITE to remain available.

© An extract from a JUSTIS database



62000A0079 European Court reports 2002 Page II-00705 5

12 The Office contends that that plea is not well founded since the reasons justifying refusal on the basis of
Article 7(1)(b) of Regulation No 40/94 and of Article 7(1)(c) of that regulation are identical. It maintains, in
addition, that there is a fundamental difference, both in law and in fact, between the circumstances of the
present case and those of Case T-122/99 Procter & Gamble v OHIM (Soap bar shape) [2000] ECR II-265,
paragraphs 39 to 42).

Findings of the Court

13 It should be noted at the outset that the principle of the protection of the rights of defence is laid down in
Article 73 of Regulation No 40/94 which provides that decisions of the Office are to be based only on
reasons on which the parties have had an opportunity to present their comments.

14 Furthermore, observance of the rights of defence is a general principle of Community law which requires
that a person whose interests are appreciably affected, as in the present case, by a decision taken by a public
authority must be given the opportunity to make his point of view known (Case 17/74 Transocean Marine
Paint v Commission [1974] ECR 1063, paragraph 15).

15 Finally, it is clear from the case-law of the Court that the Boards of Appeal infringe an applicant's rights
of defence if they fail to accord it an opportunity to express its views on the absolute grounds for refusal
which they applied of their own motion (Soap bar shape, paragraph 47).

16 In the present case, it is common ground that the contested decision is based on the two absolute grounds
for refusal under Article 7(1)(b) and (c) of Regulation No 40/94, namely lack of distinctiveness and the
exclusively descriptive nature of the term LITE, whereas the examiner's decision was based only on one of
those grounds, namely the lack of distinctiveness of the sign at issue.

17 Next, in the contested decision, the Board of Appeal noted a need for descriptive indications in general,
and LITE in particular, to remain available (see paragraph 7 above). That argument, which is the basis solely
of the application of Article 7(1)(c) of Regulation No 40/94, was not mentioned in the examiner's decision.

18 Even if it were to be accepted that the elements capable of establishing the absolute grounds for refusal
under Article 7(1)(b) and (c) of Regulation No 40/94 could overlap with each other to some extent, it is none
the less true that each of those grounds has its own sphere of application (see, to that effect, Case T-359/99
DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 48).

19 The Board of Appeal therefore infringed the applicant's rights of defence in that it applied of its own
motion the absolute ground for refusal under Article 7(1)(c) of Regulation No 40/94 on the basis of a need
for descriptive indications in general, and LITE in particular, to remain available, and failed to give the
applicant the opportunity to state its views on the application in the present case of that absolute ground for
refusal or on the reasoning put forward to substantiate it.

20 To that extent, the plea alleging infringement of the rights of defence must be upheld.

21 Since the Board of Appeal infringed the applicant's rights of defence in respect of the absolute ground for
refusal under Article 7(1)(c) of Regulation No 40/94, it is not necessary to examine the merits of that ground.
It is however necessary to determine whether the Board of Appeal was right to regard the term LITE as
devoid of any distinctive character.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

22 The applicant points out that the Office considers that there may be distinctive character to even an
extremely limited extent and that any ability, albeit very limited, of a mark to denote
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the origin of the goods is therefore sufficient to undermine the ground for refusal under Article 7(1)(b) of
Regulation No 40/94.

23 The applicant claims that the mark's distinctiveness must be assessed in relation to each product actually
designated in the application, taking into account the type of consumer targeted and the nature of the product.
In the present case, the applicant considers that consumers will think that LITE is an indication of commercial
origin.

24 The Office contends that LITE is devoid of any distinctive character under Article 7(1)(b) of Regulation
No 40/94 for the same reasons as those concerning Article 7(1)(c) of that regulation, since those two absolute
grounds for refusal overlap.

Findings of the Court

25 Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character
are not to be registered. Moreover, Article 7(2) of Regulation No 40/94 states that [p]aragraph 1 shall apply
notwithstanding that the grounds of non-registrability obtain in only part of the Community.

26 The signs referred to in Article 7(1)(b) of Regulation No 40/94 are signs which are regarded as incapable
of performing the essential function of a trade mark, namely that of identifying the origin of the goods or
services, thus enabling the consumer who acquired them to repeat the experience, if it proves to be positive,
or to avoid it, if it proves to be negative, on the occasion of a subsequent acquisition.

27 The distinctiveness of a mark must be assessed, first, in relation to the goods or services for which
registration of the sign has been requested (see Case T-345/99 Harbinger v OHIM (TRUSTEDLINK) [2000]
ECR II-3525, paragraph 32) and, second, in relation to the perception of the section of the public targeted,
which is composed of consumers of those goods or services.

28 Finally, it is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render inapplicable the ground for refusal set out in that article.

29 In the present case, the Board of Appeal found that the mark applied for was devoid of the minimum
degree of distinctive character required since, on the market concerned, it was able to be understood only as a
mere indication of the particular quality of the goods concerned and not as an indication of their commercial
origin. Furthermore, the Board of Appeal contended that, given the lack of additional identifying elements, the
mark applied for also lacked imagination.

30 As regards that last finding, it is clear from the case-law of the Court that the absence of distinctive
character cannot arise merely from the finding that the sign in question lacks an additional element of
imagination (Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259,
paragraph 39) or a minimum amount of imagination (Case T-135/99 Taurus-Film v OHIM (Cine Action)
[2001] ECR II-379, paragraph 31; and Case T-136/99 Taurus-Film v OHIM (Cine Comedy) [2001] ECR
II-397, paragraph 31). A Community mark is not necessarily a work of invention and is founded not on any
element of originality or imagination, but on its ability to distinguish goods or services on the market from
goods or services of the same type offered by competitors.

31 In the present case, it is therefore necessary to determine whether the term LITE enables the section of the
public targeted to distinguish the goods and service at issue from goods and services of a different commercial
origin.

32 The section of the public targeted is deemed to be average, reasonably well-informed and reasonably
observant and circumspect consumers (see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer
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[1999] ECR I-3819, paragraph 26; and EuroHealth, paragraph 27). Given the nature of the goods and service
at issue (foodstuffs and the catering service, cited in paragraph 3 above), they are intended for all consumers
and therefore for non-specialised consumers. Furthermore, the section of the public targeted, in relation to
which the absolute ground for refusal should be assessed, is English-speaking consumers.

33 The Court finds, next, that the term LITE is currently a generic, usual or commonly-used name in the
sector of the goods and service at issue. LITE is a word created from a phonetic transcription of the English
word light. According to the definition in the English-language dictionary The New Shorter Oxford English
Dictionary on Historical Principles, 1993, LITE is a variation of light used nowadays mainly in commercial
circles. In English, the pronunciation of light is identical to that of LITE.

34 It should also be noted that the goods and service in relation to which the distinctiveness of the word
LITE must be assessed correspond, in the case of the goods, to a significant number of substances (foods and
beverages) which may be grouped together in the category of foodstuffs and, in the case of the service, to a
service of preparing and selling food and cooked dishes.

35 In that regard, LITE is commonly used in the English-speaking part of the European Union as an everyday
word in the food and catering industry to identify or distinguish a quality of foodstuffs.

36 As is evident from the contested decision, the Board of Appeal correctly found that LITE served only to
inform the section of the public targeted about a characteristic of the goods or service at issue, namely the
lightness of the foodstuffs and of the dishes prepared and served in the catering service. As the Office pointed
out in its reply, LITE substances and food products will be regarded by the section of the public targeted as
low in calories because of the reduction in the quantity of fat or sugar, LITE beverages as low in alcohol or
sugar and the LITE catering service as offering dishes or meals with those characteristics.

37 In the light of those factors, it must be said that, in the food industry, LITE bears only the meaning
described in the preceding paragraph. Thus the section of the public targeted faced with the goods and service
at issue will attribute to LITE solely the obvious meaning set out above, without imagining a second meaning
for the term as a mark.

38 Consequently, LITE will not enable the section of the public concerned to distinguish the goods and
service concerned from those with a different commercial origin when it is required to make its choice.

39 It follows from the foregoing that the Board of Appeal was correct in finding that LITE was devoid of
any distinctive character under Article 7(1)(b) and (2) of Regulation No 40/94.

40 It is clear from Article 7(1) of Regulation No 40/94 that, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal applies (Case T-360/99
Community Concepts v OHIM (Investorworld) [2000] ECR II-3545, paragraph 26).

41 Accordingly, since the Board of Appeal did not err in finding that the absolute ground for refusal under
Article 7(1)(b) of Regulation No 40/94 was applicable in the present case, the plea alleging infringement of
the rights of defence is immaterial.

42 It follows that the application must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)February 2002.

Eurocool Logistik GmbH v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - EUROCOOL - Observance of the rights of defence - Absolute ground for
refusal - Distinctive character - Article (7)(1)(b) of Regulation (EC) No 40/94.

Case T-34/00.

1. Community trade mark - Decisions of the Office - Observance of the rights of the defence

(Council Regulation No 40/94, Art. 73)

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Lack of distinctive character in a sign - Finding of absence of an additional element of imagination
or a minimum amount of imagination insufficient to hold a sign devoid of distinctiveness

(Council Regulation No 40/94, Art. 7(1)(b))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of any distinctive character - EUROCOOL

(Council Regulation No 40/94, Art. 7(1)(b))

1. The rights of defence, observance of which is a general rule of Community law laid down by Article 73 of
Regulation No 40/94 on the Community trade mark, which provides that decisions of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) are to be based only on reasons on which
the parties have had an opportunity to present their comments, are infringed by a decision of a Board of
Appeal of the Office which fails to accord the party concerned an opportunity to express its views on the
absolute grounds for refusal to register a Community trade mark, applied by the Board of its own motion.

(see paras 20-22 )

2. The absence of distinctive character under Article 7(1)(b) of Regulation No 40/94 on the Community trade
mark cannot arise merely from the finding that a sign lacks an additional element of imagination or a
minimum amount of imagination. A Community trade mark is not necessarily a work of invention and is
founded not on any element of originality or imagination but on its ability to distinguish goods or services on
the market from goods or services of the same kind offered by competitors.

(see para. 45 )

3. The term EUROCOOL is not devoid of distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 on the Community trade mark, registration of which is sought for services, including the
storage and keeping of goods, especially chilled and frozen goods, and the planning of logistic systems
especially for the transport and storage of such goods.

In that regard, the fact that the sign is made up of components which may allude to certain features of the
services referred to in the application for registration and that the combination of those components complies
with linguistic rules is not sufficient to justify application of the absolute ground for refusal laid down by
Article 7(1)(b), unless it amounts to proof that such a sign, looked at as a whole, would not enable the
section of the public targeted to distinguish the applicant's services from those of its competitors. That is not
the case, since (i) for a targeted public, deemed to be composed of specialists who are well informed,
observant and circumspect in the instant case, the term EUROCOOL, taken as a whole, is inherently capable
of being perceived as a distinctive sign and (ii) it is not established that the term, taken as a whole, is a
generic or usual name in the food and hotel industry, or the sector for the services referred to in the
application for
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registration, for the purpose of identifying or distinguishing those services.

(see paras 43, 47, 49-50, 52 )

In Case T-34/00,

Eurocool Logistik GmbH, established in Linz (Austria), represented by G. Secklehner, lawyer, with an address
for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto, E. Joly and G. Schneider, acting as Agents,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 9 December 1999 (Case R 233/1999-1), concerning registration
of the term EUROCOOL as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court on 21 February 2000,

having regard to the response lodged at the Registry of the Court on 20 June 2000,

further to the hearing on 14 June 2001,

gives the following

Judgment

Costs

54 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings.

55 Pursuant to Article 136(2) of the Rules of Procedure, costs necessarily incurred by the parties for the
purposes of proceedings before the Board of Appeal are regarded as recoverable costs.

56 Since the Office has been unsuccessful, it must be ordered to pay the costs, including the costs necessarily
incurred by the applicant in the proceedings before the Board of Appeal, in accordance with the form of order
sought by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Annuls paragraph 1 of the operative part of the decision of the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) of 9 December 1999 (Case R 233/1999-1);
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2. Dismisses the remainder of the application;

3. Orders the defendant to pay the costs.

Background

1 On 6 June 1996, the applicant filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration was sought was the term EUROCOOL.

3 The services in respect of which registration was sought are in classes 39 and 42 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended, and correspond, as regards each class, to the following
description:

Class 39: storage and keeping of goods, especially chilled and frozen goods; consultancy and provision of
information on the storing of goods, especially chilled and frozen goods; storage rental; transport of frozen
goods by motor vehicles and lorries; consultancy and provision of information on transport matters for chilled
and frozen goods; rental of freezer rooms, freezers and storage devices for chilled and frozen goods.

Class 42: planning of logistic systems especially for the transport and storage of chilled and frozen goods;
development of software for the storage, commissioning and transport of chilled and frozen goods.

4 By letter of 5 November 1998, the examiner informed the applicant that the term EUROCOOL did not
appear to him to be registrable, since it was devoid of distinctive character for the purposes of Article 7(1)(b)
of Regulation No 40/94 in relation to the services referred to in the trade mark application.

5 By decision of 11 March 1999, the examiner refused the application under Article 38 of Regulation No
40/94, on the ground stated in the letter of 5 November 1998.

6 On 10 May 1999, the applicant appealed to the Office under Article 59 of Regulation No 40/94 against the
examiner's decision.

7 By decision of 9 December 1999 (hereinafter the contested decision ), which was notified to the applicant
on 15 December 1999, the Board of Appeal upheld the examiner's refusal (paragraph 1 of the operative part
of the contested decision), on the ground that the term EUROCOOL was devoid of distinctive character for
the purposes of Article 7(1)(b) of Regulation No 40/94 and that it was purely descriptive within the meaning
of Article 7(1)(c) of that regulation. In addition, the case was remitted to the examiner for further prosecution
concerning evidence as to whether the trade mark had become distinctive under Article 7(3) of Regulation No
40/94 (paragraph 2 of the operative part of the contested decision).

8 The Board of Appeal found, essentially, that the examiner's decision was well founded, since the term
EUROCOOL designated the business of storing and transporting refrigerated goods within Europe. In the
Board of Appeal's view, the word combination EUROCOOL, in keeping with the rules of English usage,
consisted of a word in everyday usage, COOL, which indicated the type of services concerned, and a no less
everyday prefix, EURO, which denoted the geographical area in which the services were provided.

Forms of order sought by the parties
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9 The applicant claims that the Court should:

- annul paragraph 1 of the operative part of the contested decision;

- remit the trade mark application to the Office for registration to proceed;

- in the alternative, partially annul paragraph 1 of the operative part of the contested decision and remit the
trade mark application to the Office for registration to proceed in respect of the following services:

Class 39: Storage and keeping of frozen goods; storage rental; consultancy and provision of information on
the storage of frozen goods; transport of frozen goods by motor vehicles and lorries; consultancy and
provision of information on transport matters for frozen goods; rental of freezer rooms, freezers and storage
devices for frozen goods;

Class 42: Planning of logistic systems for the transport of frozen goods; development of software for the
storage, commissioning and transport of frozen goods;

- or, in the further alternative, in respect of the following services:

Class 39: Storage of goods; storage rental; consultancy and provision of information on the storage of goods;

Class 42: Planning of logistic systems;

- order the Office to pay the entirety of the costs, including the costs of proceedings before the Board of
Appeal.

10 The Office contends that the Court should:

- dismiss the applicant's claims;

- order the applicant to pay the costs.

Law

The principal and alternative claims that the case should be remitted to the Office for registration to proceed

11 The applicant is asking the Court to remit the case to the Office and give the Office a direction to proceed
with registration.

12 Under Article 63(6) of Regulation No 40/94, the Office is required to take the measures necessary to
comply with the judgment of the Community judicature. Accordingly, the Court of First Instance is not
entitled to issue directions to the Office. It is for the latter to draw the appropriate inferences from the
operative part of this judgment and the grounds on which it is based (Case T-331/99 Mitsubishi HiTec Paper
Bielefeld v OHIM (Giroform) [2001] ECR II-433, paragraph 33). These claims are therefore inadmissible.

The claim for annulment of paragraph 1 of the operative part of the contested decision

13 The applicant puts forward three pleas in law concerning, first, in essence, violation of the rights of
defence, second, infringement of Article 7(1)(c) of Regulation No 40/94 and, third, infringement of Article
7(1)(b) of that regulation.

The first plea concerning violation of the rights of defence

- Arguments of the parties

14 The applicant observes that the examiner's decision of 11 March 1999 is founded solely on Article 7(1)(b)
of Regulation No 40/94, whereas the contested decision is founded on Article 7(1)(b) and
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(c) thereof. In the applicant's submission, the examiner ought also to have based his decision on Article
7(1)(c) of Regulation No 40/94. To accept anything else would amount, it submits, to allowing the examiners
to put forward at any time new grounds of refusal capable of being read between the lines of any deliberately
general statement of reasons.

15 At the hearing, the applicant maintained that, when it alluded to the examiners in its application, it was
referring to the examiner and the Board of Appeal and that it intended to complain specifically about the fact
that the Board of Appeal had put forward a new absolute ground for refusal, on which the applicant had not
been given an opportunity to express a view, given that it was not mentioned in the decision of 11 March
1999. Further, in the pleading setting out its grounds for contesting that decision before the Board of Appeal,
the applicant had referred incidentally to Article 7(1)(c) of Regulation No 40/94 as a precaution. The applicant
added that, if the examiner had invoked that provision, it could have enlarged on the non-descriptive nature of
the term at issue.

16 The Office contends that the applicant's plea alleging that the statement of reasons is flawed is
inadmissible, since it concerns the examiner's decision and not that of the Board of Appeal, which is the
decision being challenged before the Court.

- Findings of the Court

17 The examiner refused the trade mark application for EUROCOOL on the ground that the term was devoid
of distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to the services
applied for. The Board of Appeal held that the term at issue fell within not only the absolute ground for
refusal referred to in Article 7(1)(b) of Regulation No 40/94 but also the ground mentioned in Article 7(1)(c)
thereof.

18 Looking at the applicant's assertions as a whole, the Court must point out that the applicant is essentially
maintaining, first, that the Board of Appeal could have ruled on the absolute ground for refusal referred to in
Article 7(1)(c) only if the examiner had done so himself; second, the applicant observes that the Board of
Appeal applied of its own motion an absolute ground for refusal, which had not been raised by the examiner
and on which the applicant had not first been asked to submit its observations.

19 Consequently, the applicant's plea, which in fact amounts to a complaint that its rights of defence have
been violated, is admissible in so far as it relates to the contested decision.

20 In that regard, it should be observed at the outset that the principle of the protection of the rights of
defence is laid down in Article 73 of Regulation No 40/94, which provides that decisions of the Office are to
be based only on reasons on which the parties have had an opportunity to present their comments.

21 Furthermore, observance of the rights of defence is a general rule of Community law, by virtue of which a
person whose interests are appreciably affected by a decision taken by a public authority (as is the case here)
must be given the opportunity to make his point of view known (Case 17/74 Transocean Marine Paint v
Commission [1974] ECR 1063, paragraph 15).

22 Lastly, it is clear from the case-law of the Court of First Instance that the Board of Appeal, by failing to
accord the applicant an opportunity to express its views on absolute grounds for refusal which it applied of its
own motion, violated the applicant's rights of defence (Case T-122/99 Procter & Gamble v OHIM (Soap
shape) [2000] ECR II-265, paragraph 47).

23 In the present case, the examiner's decision is based on a linguistic analysis of each of the components
making up the term in question, namely, the abbreviation EURO and the adjective COOL. In the examiner's
view, the combination of those two everyday words did not confer anything fanciful or distinctive on the term
EUROCOOL. Thus, the examiner's refusal of the trade mark application
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was based solely on the ground that the term at issue was devoid of distinctive character. It was not based on
the ground that the term was descriptive.

24 The contested decision is founded on two absolute grounds for refusal, the absence of distinctive character
and the exclusively descriptive nature of the term EUROCOOL. As regards the second ground, the Board of
Appeal observes that Article 7(1)(c) of Regulation No 40/94 prohibits the grant to an undertaking of the
exclusive right to use in trade a term which merely describes, in everyday language, the quality or purpose of
the goods or services for which it is claimed. In addition, it took the view that there was a need for such a
sign to remain available for general use, since competitors had a legitimate interest in being able to use it
freely (paragraph 12 of the statement of reasons in the contested decision). Those arguments, which are a
basis solely for applying Article 7(1)(c) of Regulation No 40/94, were not mentioned in the examiner's
decision.

25 Even if it were to be accepted that the elements capable of establishing the two absolute grounds for
refusal referred to in Article 7(1)(b) and (c) of Regulation No 40/94 may overlap with each other to some
extent, it is none the less true that each of those grounds has its own sphere of application (see, to that effect,
Case T-359/99 DKV v OHIM (EuroHealth) [2001] ECR II-1645, paragraph 48). The absolute grounds for
refusal laid down in Article 7(1)(b) and (c) of Regulation No 40/94 cannot be reduced, with a view to
merging them, to the element of absence of distinctiveness, since they are formulated in two distinct
provisions.

26 Therefore, the first plea, alleging violation of the rights of defence must be upheld, since the Board of
Appeal applied the absolute ground for refusal referred to in Article 7(1)(c) of Regulation No 40/94, in
particular on the basis that there is a need for descriptive signs to remain available, and failed to give the
applicant an opportunity effectively to submit its comments on that absolute ground for refusal and on the
reasoning put forward to substantiate it.

27 Consequently, there is no need for the Court to examine the merits of the second plea, alleging
infringement of Article 7(1)(c) of Regulation No 40/94. However, it is necessary to ascertain whether the
Board of Appeal was right to regard the term EUROCOOL as devoid of distinctive character.

The third plea, alleging infringement of Article 7(1)(b) of Regulation No 40/94

- Arguments of the parties

28 The applicant maintains that, contrary to the conclusion of the Board of Appeal, the combination of the
words EURO and COOL in the term EUROCOOL confer on it various possible meanings as well as
distinctive character, since the term must be looked at as a whole and not on the basis of an analysis of each
of its components. Furthermore, in the applicant's submission, the mark at issue may be registered because it
involves the coining of an imaginative word.

29 The applicant contends that the majority of citizens of the European Union instinctively associate the word
EURO with the new common currency and do not perceive it as a geographical term. As to the adjective
COOL, the applicant argues that it may have several other meanings apart from the one cited in the contested
decision. The applicant asserts that the term EUROCOOL is the result of an unusual juxtaposition of two
words and that it merely suggests that the services which it offers concern advice and information relating to
cool commerce with euros and to logistic systems pertaining to it.

30 In addition, the applicant observes that it appears from the usual practice of the Office to be possible to
infer from the expression devoid of any distinctive character in Article 7(1)(b) of Regulation No 40/94 that a
minimum of distinctive character suffices and that any assessment of whether a word has such character must
be carried out in accordance with that provision, irrespective
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of whether the word is descriptive.

31 The applicant concludes that even if the term EUROCOOL were to have only limited distinctiveness, it has
something innovative, particularly given that it is not to be found in any English or German dictionary.

32 The Office shares the view of the Board of Appeal that the term EUROCOOL will instantly be perceived
by the English-speaking public as a commonplace reference to the fact that the services to which it relates are
European refrigerated transport, storing, and storage services and, what is more, that the refrigeration complies
with standards prescribed by the applicable Community legislation. Such a combination, which is devoid of
anything fanciful, merely conveys essential information about the services to which it relates.

33 The Office observes that the term EURO is used, according to the Collins Cobuild English Dictionary
(1992 edition) to make words which describe or refer to something relating to Europe or the European Union.
EURO as a component is thus frequently linked with other terms in order to form a prefix for new words.
The Office rejects the applicant's argument that the introduction of the single currency will have altered the
meaning of the word EURO, since the introduction of the euro has not affected the way in which words
starting with the prefix EURO are construed.

34 The Office argues that the word COOL, used as an adjective, means moderately cold, pleasant and
refreshing, in contrast with heat or cold. That meaning of COOL, in the Office's submission, does not escape
the professionals in the relevant food industries, who are the intended recipients of the services designated by
the term EUROCOOL.

35 Nor, according to the Office, does the juxtaposition of the words EURO and COOL have any distinctive
feature, since the two words are properly combined in accordance with linguistic rules. Furthermore, the term
at issue is in no way fanciful. Finally, the Office contends that the fact that the word EUROCOOL is not
found in any dictionary or encyclopedia is not sufficient to confer on it the requisite minimum of distinctive
character.

- Findings of the Court

36 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character are not to be registered. In addition, Article 7(2) of Regulation No 40/94 states that paragraph 1
shall apply notwithstanding that the grounds of non-registrability obtain in only part of the Community.

37 The signs referred to in Article 7(1)(b) of Regulation No 40/94 are signs which are regarded as incapable
of performing the essential function of a trade mark, namely that of identifying the commercial origin of the
goods or services, thus enabling the consumer who acquired them to repeat the experience if it proves to be
positive, or to avoid it if it proves to be negative, on the occasion of a subsequent acquisition.

38 The distinctiveness of a mark must be assessed, first, in relation to the goods or services for which
registration of the sign has been requested (see Case T-345/99 Harbinger v OHIM (TRUSTEDLINK) [2000]
ECR II-3525, paragraph 32) and, second, in relation to the perception of the section of the public targeted,
which is composed of the consumers of those goods or services.

39 Finally, it is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render inapplicable the ground for refusal set out in that article.

40 In the present case, it must be found, first, that the Board of Appeal did not put forward an adequate
analysis of Article 7(1)(b) of Regulation No 40/94.
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41 Thus, the Board of Appeal maintains that, according to the Collins Cobuild English Dictionary (1995
edition), the prefix EURO is used to form words describing or alluding to matters relating to Europe or the
European Union and that the adjective COOL means, according to the New Shorter Oxford English Dictionary
(1993 edition), moderately cold, pleasant and refreshing, in contrast with heat and cold (paragraphs 14 and 15
of the statement of reasons in the contested decision). The Board of Appeal found that the term EUROCOOL
was readily understandable, was clear and unambiguous and hence did not convey any information other than
the objective, clear and instantly understandable statement that what was concerned was services relating to
the refrigerated transport of products undertaken in Europe and to their preservation by cold storage
(paragraph 18 of the statement of reasons in the contested decision).

42 Therefore, the Board of Appeal concluded that the term at issue was devoid of distinctive character
because the word combination EUROCOOL, in keeping with the rules of English usage, consisted solely of a
word in everyday usage, cool, which indicated the type of services concerned, and a no less current prefix,
euro, which denoted the geographical area in which those services were provided.

43 The fact that the sign at issue is made up of components which may allude to certain features of the
services referred to in the application for registration and that the combination of those components complies
with linguistic rules is not sufficient to justify application of the absolute ground for refusal laid down by
Article 7(1)(b) of Regulation No 40/94, unless it amounts to proof that such a sign, looked at as a whole,
would not enable the section of the public targeted to distinguish the applicant's services from those of its
competitors.

44 It should next be observed that the Board of Appeal indicated that it did not perceive in the term
EUROCOOL the imaginative element mentioned by the applicant (paragraph 18 of the statement of reasons in
the contested decision).

45 In that regard, it is clear from the case-law of the Court of First Instance that the absence of distinctive
character cannot arise merely from the finding that the sign in question lacks an additional element of
imagination (Case T-87/00 Bank für Arbeit und Wirtschaft v OHIM (EASYBANK) [2001] ECR II-1259,
paragraph 38) or a minimum amount of imagination (Case T-135/99 Taurus-Film v OHIM (Cine Action)
[2001] ECR II-379, paragraph 31, and Case T-136/99 Taurus-Film v OHIM (Cine Comedy) [2001] ECR
II-397, paragraph 31). A Community trade mark is not necessarily a work of invention and is founded not on
any element of originality or imagination but on its ability to distinguish goods or services on the market from
goods or services of the same kind offered by competitors.

46 In the context of the application of the absolute ground for refusal in Article 7(1)(b) of Regulation No
40/94, it must be determined, as stated in paragraph 45, whether the term EUROCOOL, taken as a whole,
enables the section of the public targeted to distinguish the services of the person applying for the Community
trade mark from services with a different commercial origin.

47 In the present case, the section of the public targeted is deemed to be composed of specialists, who are
well informed, observant and circumspect (see, to that effect, Case C-342/97 Lloyd Schuhfabrik Meyer [1999]
ECR I-3819, paragraph 26, and the judgment in EuroHealth, cited above, paragraph 27). As the Board of
Appeal rightly held, the services in question are intended for professionals working in the food industry or the
hotel business. Furthermore, pursuant to Article 7(2) of Regulation No 40/94, the relevant section of the
public targeted, in relation to which the absolute ground for refusal should be assessed, is English-speaking
consumers.

48 In the light of those factors, it should be observed, first, that the term EUROCOOL is composed of the
prefix EURO and the adjective COOL. As the Board of Appeal has pointed out, EURO is generally used to
refer to Europe or the European Union and COOL can evoke something pleasant
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and refreshing and thus suggest a particular quality.

49 Second, the term EUROCOOL is one which can be easily and instantly memorised by the section of the
public targeted. It follows that the term EUROCOOL, taken as a whole, is inherently capable of being
perceived by the targeted public as a distinctive sign.

50 It is also appropriate to point out that the Board of Appeal did not give any indication in the contested
decision that the term EUROCOOL, taken as a whole, was a generic or usual name in the food and hotel
industry or the sector for services in Class 39 or 42 of the Nice classification (set out at paragraph 3 above)
for the purpose of identifying or distinguishing those services.

51 Furthermore, the Board of Appeal has failed to establish that the term at issue, looked at as a whole,
would not enable the section of the public targeted to distinguish the applicant's services from those having a
different commercial origin.

52 It follows from all the foregoing considerations that the Board of Appeal was wrong in finding that the
term EUROCOOL was devoid of distinctive character for the purposes of Article 7(1)(b) of Regulation No
40/94.

53 It follows that paragraph 1 of the operative part of the contested decision must be annulled.

DOCNUM 62000A0034

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 2000 ; A ; judgment

PUBREF European Court reports 2002 Page II-00683

DOC 2002/02/27

LODGED 2000/02/21

JURCIT 61974J0017 : N 21
31994R0040-A07P1LB : N 17 24 25 28 - 53
31994R0040-A07P1LC : N 17 18 24 - 27
31994R0040-A07P2 : N 36 47
31994R0040-A63P6 : N 12
31994R0040-A73 : N 20
61997J0342 : N 47
61999A0122 : N 22
61999A0135 : N 45
61999A0136 : N 45
61999A0331 : N 12
61999A0359 : N 25 47
62000A0087 : N 45

© An extract from a JUSTIS database



62000A0034 European Court reports 2002 Page II-00683 10

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Austria

PROCEDU Application for annulment - successful ; Application for annulment - inadmissible

DATES of document: 27/02/2002
of application: 21/02/2000

© An extract from a JUSTIS database



62000A0032 European Court reports 2000 Page II-03829 1

Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2000.

Messe München GmbH v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM).

Community trade mark- "electronica" - Absolute ground for refusal - Lack of distinctive character -
Descriptiveness - Articles 7(1)(b) and (c) of Regulation (EC) No 40/94 - Fee for appeal - Article 44 of

Regulation (EC) No 40/94.
Case T-32/00.

1. Community trade mark - Definition and acquisition of a Community trade mark - Absolute grounds for
refusal - Trade marks devoid of any distinctive character - electronica

(Council Regulation No 40/94, Art. 7(1)(b))

2. Community trade mark - Definition and acquisition of a Community trade mark - Absolute grounds for
refusal - Trade marks which consist exclusively of signs or indications which may serve to designate the
characteristics of the goods - electronica

(Council Regulation No 40/94, Art. 7(1)(c))

1. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. With regard to registration of the sign electronica for
catalogues and the organisation of trade fairs and conferences on electronic components and assemblies, that
sign is not capable of constituting a Community trade mark because it is devoid of any distinctive character.
The word electronica is almost identical to the word electronica in Spanish and Portuguese. The fact that there
is no accent on the o in the word electronica is not an additional characteristic such as to render the sign,
taken as a whole, capable of distinguishing the goods and services of one undertaking from those of other
undertakings.

(see paras 36-38 )

2. Under Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin or the time of production of the goods or of the rendering of the service,
or other characteristics of the goods or service are not to be registered. With regard to registration of the word
electronica for catalogues and the organisation of trade fairs and conferences for electronic components and
assemblies, that word is not capable of constituting a Community trade mark because it describes, at least in
Spanish and Portuguese, an essential characteristic of the goods and services in question: it indicates the actual
goods and services, not their link with the undertaking which makes or provides them. Accordingly the mark
has no feature such as might differentiate it from its meaning as an actual description of the goods and
services concerned.

(see paras 41-42, 44 )

In Case T-32/00,

Messe München GmbH, established in Munich, Germany, represented by M. Graf of the Munich Bar,
Mitscherlich & Partner, 33 Sonnenstraße, Munich,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen, Head of the Legal Affairs Service and A. von Mühlendahl, Vice-President responsible
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for Legal Affairs, acting as Agents, with an address for service in Luxembourg at the office of C. Gomez de
la Cruz, of the Commission's Legal Service, Wagner Centre, Kirchberg,

defendant,

APPLICATION for annulment of the Decision of the Second Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) of 17 December 1999 (Case R 177/1998-2)
refusing registration of the sign electronica as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: V. Tiili, President, R.M. Moura Ramos and P. Mengozzi, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged with the Registry of the Court on 18 February 2000,

having regard to the defence lodged with the Registry of the Court on 6 April 2000 and

further to the hearing on 5 July 2000,

gives the following

Judgment

Costs

65 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they were applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it must be
ordered to pay the defendant's costs, as applied for by that party.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.

Facts

1 On 19 March 1996 the applicant filed with the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (hereinafter the Office) an application for a Community trade mark in respect of the word
electronica. As regards the type of trade mark, the application form allowed for a choice between the
following: word mark, figurative mark, three-dimensional mark and other. The applicant chose the latter and
specified script (Schriftzug).

2 In its application the applicant sought registration of the trade mark in respect of goods and services in
classes 16, 35 and 41 of the Nice Agreement concerning the International Classification of Goods and
Services for the purposes of the Registration of Marks of 15 June 1957, as revised and amended,
corresponding to the following descriptions for each class:

Class 16: catalogues for electronic component and assembly trade fairs; such goods primarily aimed at persons
acting in the course of trade.

Class 35: organising electronic component and assembly trade fairs; such services primarily aimed at persons
acting in the course of trade.
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Class 41: organising trade conferences on electronic components and assemblies; publishing and distributing
catalogues for electronic component and assembly trade fairs and conferences; all such services primarily
aimed at persons acting in the course of trade.

3 By letter of 11 March 1998 the Office's examiner raised an objection against the application and notified the
applicant that there was a ground for refusal under Article 7(1)(b) and (c) of Council Regulation (EC) No
40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as amended.

4 The applicant replied to that objection by letter of 5 May 1998.

5 By decision of 25 August 1998 the examiner declared that he was maintaining his objection and refused the
application in respect of all the goods and services claimed.

6 On 22 October 1998 the applicant filed with the Office a notice of appeal under Article 59 of Regulation
No 40/94 against the examiner's decision.

7 The appeal was dismissed by Decision R 177/1998-2 of 17 December 1999 of the second Board of Appeal
of the Office (hereinafter the contested decision). The contested decision was received by the applicant by fax
of 21 December 1999 and by registered letter with request for acknowledgement of receipt on 31 December
1999.

Forms of order sought

8 The applicant claims that the Court should:

- annul the contested decision;

- order a refund of the fee for appeal paid to the Office;

- order the Office to pay the costs;

- in the alternative, in the event that the trade mark is not accepted for the entire list of goods and services in
respect of which registration is sought, add the following statement to that list:

Alle vorgenannten Waren/Dienstleistungen für eine in München stattfindende Messe (all such goods and
services for a trade fair held in Munich).

9 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Law

The application for a refund of the fee for appeal

10 It is necessary to deal first of all with the applicant's request for a refund of the fee for appeal.

11 Article 136 of the Rules of Procedure of the Court of First Instance provides:

...

Costs necessarily incurred by the parties for the purposes of the proceedings before the Board of Appeal and
costs incurred for the purposes of the production... of translations of pleadings or other documents into the
language of the case [before the Court of First Instance] shall be regarded as recoverable costs.

...
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12 That being so, the applicant's request for a refund of the fee for appeal paid to the Office may be regarded
as part of its application for costs.

The main claim

Arguments of the parties

13 The applicant essentially claims that the contested decision is vitiated by an infringement of Articles
7(1)(b) and (c) of Regulation No 40/94, in that it constitutes a refusal to register a trade mark which fulfils
the requirements for registration laid down by those provisions.

14 It observes first of all that the mark in question does not simply consist of the word electronica but
includes a particular graphic representation of the usual written form of that word.

15 At the hearing the applicant sought to justify that position on the basis both of the peculiarities of German
trade mark law and the fact that nouns begin with a capital letter in German.

16 Next, it argues that a mark can only be refused registration under Article 7(1)(b) of Regulation No 40/94
on the ground that it is devoid of distinctive character if it possesses not the slightest distinctive character. It
submits that it was for the examiner to show that.

17 It also claims that, whilst it may be true that the term electronics - as a specialist field of
electro-technology, one of the aims of which is to use electric currents to make electrons move - broadly
defines the underlying technology, it is not really descriptive. On the contrary, when applied to services
connected with trade fairs, it may be regarded as a fanciful term.

18 As regards the examiner's argument, endorsed in the contested decision, that the trade mark in question is
devoid of distinctive character and is merely a descriptive indication of the nature of the goods and services,
the applicant contends that Article 7(1)(c) of Regulation No 40/94 can only apply in the specific case where a
particular reason makes it imperative that the sign concerned remain available.

19 In response to the examiner's observation that, at least in Spanish, the word electronica describes the
intended purpose of the goods and services (designed for, or relating to, items or matters connected with
electronics), the applicant observes that, first, the Spanish word electronica (electronics) is spelt with an accent
on the o and, secondly, the word electronics designates a general concept and is not in any way descriptive in
relation to the goods and services claimed in the application.

20 The applicant furthermore observes that it is not appropriate to base an argument on the meaning of the
word electronica in Spanish given that English is the reference language in the field of electronics.

21 It adds, in relation to the descriptiveness of the trade mark in question in Dutch, which the Office raised,
that the Dutch word Elektronica is spelt with a k instead of a c.

22 Furthermore, even if the word electronica were deemed equivalent to the German word Elektronik, the
latter is purely generic and only has a meaning if used with another descriptive word.

23 The applicant further claims that the Spanish word electronica, used for trade fairs, possesses distinctive
character just as the German word Elektronik does.

24 Finally, the applicant points out that the trade mark in question has been registered in the Benelux
countries, France, Italy and the former German Democratic Republic.

25 The Office contends first of all that, as was stated in the contested decision, the mark applied for does not
display any graphic feature differentiating it from a word mark.

26 Secondly, the Office notes that the Board of Appeal made the very relevant point that the trade
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mark in question is also barred from registration as a Community trade mark under Article 7(1)(c) of
Regulation No 40/94.

27 It was found in the contested decision that the word electronica was descriptive in regard to the goods and
services claimed in the application in, for example, Spanish, Dutch, German and English, the meaning of the
word being without doubt comprehensible in all the languages of the Community. In any event, in the light of
Article 7(2) of Regulation No 40/94, it need merely be observed that the word is descriptive in part of the
Community.

28 Thirdly, the Office claims that registration of the trade mark in question was also rightly refused on the
basis of Article 7(1)(b) of Regulation No 40/94, because it is devoid of distinctive character.

29 The reasons why the trade mark applied for lacks distinctive character and is descriptive coincide in this
case.

Findings of the Court

30 The Court notes first of all that the word electronica, as it appears in the trade mark application, is written
in helvetica script.

31 However, using that script does not add any figurative or other feature capable of distinguishing the word
electronica, having regard, inter alia, to its functional use as a simple word mark. Furthermore, in the
application form, the applicant, faced with a choice between the designations word mark, figurative mark,
three-dimensional and other, chose the latter, specifying script (Schriftzug).

32 The trade mark electronica must therefore not be regarded as figurative in any way but as a simple word
mark.

33 Secondly, it must be determined whether the mark has distinctive character or is purely descriptive.

34 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another (see Case T-163/98 Procter & Gamble v OHIM (BABY-DRY)
[1999] ECR II-2383, paragraph 20, and Case T-19/99 DKV v OHIM (Companyline) [2000] ECR II-1,
paragraph 23).

35 One of the implications of this is that distinctive character can be assessed only in relation to the goods or
services in respect of which registration of the sign is applied for.

36 Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character
are not to be registered.

37 In this case, the Court notes that the word electronica is almost identical to the word electronica in
Spanish and Portuguese.

38 However, the fact that there is no accent on the o in the word electronica is clearly not an additional
characteristic such as to render the sign, taken as a whole, capable of distinguishing the applicant's services
from those of other undertakings (see, by way of analogy, BABY-DRY, paragraph 27, and Companyline,
paragraph 26).

39 It cannot be argued that the average Spanish or Portuguese speaking consumer of the goods and services
claimed in the application for the trade mark in question will notice that there is no accent on the letter o in
the word electronica and then interpret that as a factor capable of conferring on that word the character of a
trade mark.

40 In addition, the words elettronica in Italian, elektronica in Dutch and ilektronika, the transliteration into
Latin characters of the neuter plural of the Greek ov (electronics), are so close to the word
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electronica that the mark's distinctive character in those languages must, similarly, be considered to be almost
or completely non-existent.

41 Furthermore, under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs
or indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of the rendering of the service, or other
characteristics of the goods or service, are not to be registered.

42 In this case the trade mark application relates to catalogues and the organisation of trade fairs and
conferences on electronic components and assemblies.

43 The goods and services thus all relate to electronic components or assemblies. Electronics is the basic
subject area or context to which those goods and services relate. They are identifiable by their relationship to
that subject.

44 In that sense, the trade mark consists exclusively of a word which, at least in Spanish and Portuguese,
describes an essential characteristic of the goods and services in question: it indicates the actual goods and
services, not their link with the undertaking which makes or provides them. The mark therefore has no feature
such as might differentiate it from its meaning as an actual description of the goods and services concerned.

45 As regards the applicant's submission that the mark has been registered in some countries, the purpose of
the Community trade mark is, according to the first recital in the preamble to Regulation No 40/94, to enable
the products and services of undertakings to be distinguished by identical means throughout the entire
Community, regardless of frontiers (Case T-122/99 Procter & Gamble v OHIM (Soap Bar Shape) [2000] ECR
II-265, paragraph 60).

46 Therefore, registrations in Member States, or indeed in third countries, are a factor which is not decisive
when considering an application to register a Community trade mark but may only be taken into consideration
to that end (Soap Bar Shape, paragraph 61).

47 The Community trade mark regime is an autonomous system with its own set of objectives and rules
peculiar to it; it is self-sufficient and applies independently of any national system.

48 In addition, the applicant has not claimed that the trade mark in question is registered in Spain or Portugal.

49 Finally, Article 7(2) of Regulation No 40/94 provides that Article 7(1) shall apply notwithstanding that the
grounds of non-registrability obtain in only part of the Community.

50 It follows from the foregoing that the word electronica is devoid of distinctive character and is purely
descriptive for the purposes of Articles 7(1)(b) and (c) and 7(2) of Regulation No 40/94.

51 Consequently, electronica was not registrable as a Community trade mark and the Office cannot be
criticised for having adopted the contested decision.

52 The applicant's main claim must therefore be dismissed.

The subsidiary claim

Arguments of the parties

53 In the context of its challenge to the contested decision, the applicant points out that it has been organising
the electronica trade fair in Munich for many years.

54 In the alternative, it states that it would be prepared to add to the list of goods and services in respect of
which registration is sought the following statement: Alle vorgenannten Waren/Dienstleistungen für eine in
München stattfindende Messe (all such goods and services for a trade fair held in Munich).
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55 According to the applicant, that limitation clearly shows that this case relates exclusively to a trade fair
held in a specific place and not to a term which has to be used as a descriptive indication in countries outside
Germany.

56 At the hearing the applicant explained that, by its alternative claim, it was requesting that the list of goods
and services in respect of which registration of the trade mark was sought be shortened.

57 The Office observes that the applicant proposes to restrict the list of goods and services pursuant to Article
44(1) of Regulation No 40/94, not to disclaim protection in respect of an element of the trade mark under
Article 38(2).

58 However, the Office submits that the proposed restriction cannot alter the fact that there are absolute
grounds for refusal. The trade mark sought to be registered is descriptive, whether or not it is used for a trade
fair in Munich. It is also devoid of distinctive character because it is not capable of denoting a specific
exhibition, wherever held.

59 Furthermore, the trade mark itself gives no indication as to any particular town. The list of goods and
services could conceivably be limited to goods from a certain town or region or to a certain place where
services are provided in order to avoid the ground for refusal relating to trade marks of such a nature as to
deceive the public (Article 7(1)(g) of Regulation No 40/94) where the trade mark includes the name of the
town or region concerned. But this trade mark application bears no relation to such cases, since no
geographical indication is involved.

60 According to the Office, the applicant's subsidiary application could also be interpreted as claiming
protection limited geographically to the area of Munich or Germany and as not intended to prevent use of the
word electronica in respect of trade fairs or exhibitions in other Member States.

61 However, the Office contends that to limit the territorial validity and scope of protection of a Community
trade mark geographically in that way would be incompatible with the principle of the unitary character of the
mark.

Findings of the Court

62 By its subsidiary claim, the applicant is not requesting that the mark itself be altered, but that the list of
goods and services in respect of which registration of the trade mark was applied for in the main proceedings
be shortened. However, the goods and services in respect of which the trade mark is claimed still refer to
electronics.

63 That being so, the subsidiary claim in no way affects the mark's lack of distinctive character or its
descriptiveness, as explained above.

64 Consequently, without prejudice to the admissibility of the subsidiary claim, it would not in any event lead
to the trade mark being registered and must therefore be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

Henkel KGaA v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Tablet for washing machines or dishwashers - Figurative mark - Absolute

ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94).
Case T-30/00.

In Case T-30/00,

Henkel KGaA, established in Düsseldorf (Germany), represented by H.F. Wissel and C. Osterrieth, lawyers,
with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and S. Laitinen, acting as Agents,

defendant,

APPLICATION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 25 November 1999 (Case R 75/1999-3), which was notified
to the applicant on 10 December 1999,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 16 February 2000,

having regard to the response lodged at the Court Registry on 4 May 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

73 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where the
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94, it is appropriate to order the parties to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Dismisses the action;
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2. Orders the parties to bear their own costs.

Background to the dispute

1 On 2 June 1998, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 In the part of the application form on which the type of mark applied for is to be indicated, the applicant
checked the box `figurative mark'. The trade mark for which registration was sought is the representation, seen
in perspective, of a rectangular tablet with slightly rounded corners, comprising two layers, whose colours,
white (lower part) and red (upper part), are also claimed for registration.

3 The products and services in respect of which registration of the mark was sought are in classes 3 and 42
of the Nice Agreement concerning the International Classification of Goods and Services for the Purpose of
the Registration of Marks of 15 June 1957, as revised and amended, and correspond to the description:
`washing or dishwashing preparations in tablet form' and `research in the field of laundry and dishwashing
preparations'. The applicant claimed a right of priority on the basis of an application for registration filed in
Germany.

4 By letter of 14 July 1998, the examiner raised an objection to that claim, stating that the application for
registration lodged in Germany concerned a three-dimensional mark. In a letter received by the Office on 17
July 1998, the applicant stated that its application, submitted on 2 June 1998, actually sought registration of a
three-dimensional mark.

5 By letter of 1 December 1998, the examiner raised objections in respect of the application for a Community
mark, which he based on Article 7(1)(b) of Regulation No 40/94.

6 The applicant submitted observations by letter dated 3 December 1998. In a letter dated 6 January 1999,
addressed to the Office, the applicant pointed out that a competitor's application relating to similar washing
tablets had been published in the Community Trade Marks Bulletin.

7 By decision of 26 January 1999, the examiner refused the application under Article 38 of Regulation No
40/94 on the ground that the three-dimensional mark applied for did not have any distinctive character.

8 On 5 February 1999, the applicant appealed against the examiner's decision to the Office under Article 59
of Regulation No 40/94.

9 Having been asked by the Board of Appeal to express an opinion on the amendment of the application for
registration in the course of the procedure and on whether it was even possible to make such amendment, the
applicant stated that it intended its application to be treated as seeking registration of a figurative mark or a
colour mark.

10 By decision of 25 November 1999 (`the contested decision') the Board of Appeal annulled the examiner's
decision in so far as the refusal to register concerned services falling within class 42 of the Nice Agreement,
on the ground that the mark applied for had, as regards those services, the requisite minimum degree of
distinctiveness. It dismissed the remainder of the appeal.

11 The Board of Appeal considered the examiner's decision to be incorrect in so far as the examiner had not
adjudicated on the figurative mark originally applied for but on a three-dimensional mark, even though
amendment of the type of mark was not permissable after the date of application was settled. Nevertheless,
the Board of Appeal accepted that it was competent, under the second sentence of Article 62(1) of Regulation
No 40/94, to adjudicate on the application for a figurative mark.
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12 In essence, the Board of Appeal found that Article 7(1)(b) of Regulation No 40/94 prevented registration
of the trade mark sought for washing machine and dishwasher products. In order to be registered, a trade
mark had to enable the products in respect of which it was filed to be distinguished by reference to their
origin and not by reference to their nature. It added that it could not be denied outright that a figurative
mark consisting of the faithful representation of a product might have a distinctive character. However, that
presupposed that the product's shape was sufficiently unique to imprint itself easily on the mind and that it
stood out from whatever was normal in the trade. Given the fact that protecting the representation of the
product entailed a risk that the owner of the mark would be granted a monopoly on it, the standard for
assessing distinctive character was higher. In the instant case, the trade mark applied for did not meet those
enhanced requirements. The representation claimed by the applicant depicted a product whose shape was
neither particularly special nor unusual but one of the basic shapes typical of the market under consideration.
Likewise, the arrangement of the colours, namely red and white, did not add any kind of distinctive feature to
the image claimed. Neither the lack of uniformity in the Office's previous decisions nor the earlier
registrations on which the applicant relied could be binding for the purposes of the decision.

Forms of order sought by the parties

13 The applicant claims that the Court should:

- annul the contested decision;

- order the defendant to pay the costs.

14 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

The law

15 First of all, it is appropriate to point out that it is only point 3 of the operative part of the contested
decision that denies the applicant's claims. This action for annulment may therefore lie only against that
point.

16 The applicant advances two pleas in law. The first alleges infringement of Article 7(1)(b) of Regulation
No 40/94. The second alleges `misuse of powers' and breach of the principle of equal treatment.

The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

17 The applicant is of the opinion that the Board of Appeal erred in failing to recognise that the mark applied
for had distinctive character, since a minimum degree of distinctiveness is sufficient to justify protecting a
sign under Regulation No 40/94. To determine whether a figurative mark, consisting of the faithful
representation of a product, has distinctive character, it is necessary, in the applicant's view, to take the
product itself as a starting point for any argument.

18 It claims that the mark applied for is distinctive on account of the arrangement of its colours and observes
that, under Regulation No 40/94, colours may be registered as trade marks. It cites the opinion of one author
who argues that the registration of colours and colour combinations as trade marks must not be barred by a
restrictive application of the grounds for refusal.

19 The applicant considers that the mark applied for is also distinctive on account of the shape of the product
represented and criticises the position taken by the Board of Appeal, which requires a shape to evince
particular character and to be easily impressed on the mind, that is, to be original in such a way as to
distinguish it from whatever is normal in the trade. According to the applicant,
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the fact that the product's shape is individual or original is a decisive factor only for the purposes of the
assessment of the conditions under which designs are protected. As regards the distinctive character of a
figurative mark consisting of the representation of the product, the only question is whether the representation,
characterised by a specific combination of shape and colours, is capable of being perceived by the public as
indicative of the product's origin.

20 The applicant maintains that that is the case here, since it is appropriate to assess the distinctive character
of the mark applied for by reference to the criteria applicable to figurative marks. A minimum degree of
distinctiveness is sufficient for figurative marks to be registered and the same is also true of a figurative mark
consisting of the image of the product and representing not only the shape of the product but also, as in this
case, other features, such as a certain colouring. There is a difference between three-dimensional marks and
figurative marks. Whereas, in the case of the former, distinctiveness is based on the product's shape, in the
case of the latter (including marks consisting solely of a faithful representation of the product), features other
than shape, such as for example colouring, are more significant. Consequently, it is not primarily the product's
shape that confers on the figurative mark the function of identifying the product's origin but the combination
of all the individual features of the mark that can be seen on the image. Further, as a general rule, other
features are in practice added to the figurative mark itself, such as for example the product's name or the
get-up of the packaging. Those features enhance the figurative mark's ability to denote the product's origin.

21 The applicant also argues that registering a figurative sign consisting of the representation of a product,
which, apart from its shape, also has other features, does not prevent competitors of the owner of the
figurative mark from using, for their own products, the shape of the product depicted, where those competitors
add other distinctive features to the latter, such as, for example, another colour combination. Registration of a
two-dimensional figurative mark does not entail, to the same extent as registration of a three-dimensional
mark, protection of the shape of the product itself, which is, as a matter of principle, outside the scope of
trade mark law. As a result of that difference in nature between the two types of mark, the assessment of
distinctive character in relation to the product's shape has to be less strict in the case of a figurative mark than
in the case of a three-dimensional mark.

22 The applicant gives an account of the development of the various ways in which preparations for laundry
and dishes have been presented. It states that presentation in two-colour tablet form is recent and that such
tablets may come in a variety of shapes. Likewise, the choice of colours and their arrangement on the tablet
may vary a lot.

23 According to the applicant, the limited number of leading manufacturers and the extremely small number
of products presented in two-colour tablet form on the various domestic markets are characteristics of the
market in these products. In such circumstances, consumers have always associated washing products put up in
two-colour tablet form with a very small number of manufacturers of branded products, of whom the applicant
is one. That consumer attitude has been strengthened and sustained by intensive and ongoing advertising,
which has highlighted the two colours giving the product its distinctive appearance and the particular shape of
the washing tablets. The applicant draws attention to the substantial expenditure that it has invested in that
advertising and to the turnover generated by the products concerned.

24 In concluding that it is indefensible to maintain that a specific combination of shape and colours in a
figurative mark is inherently incapable of serving as an indication of the origin of the product concerned, the
applicant refers to the clear situation on the market and the concern of any manufacturer to distinguish its
products from those of other manufacturers by virtue of a particular shape and arrangement of colours and to
make its products visible in that shape on its packaging as well.
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The question of the extent to which such a mark should be protected must be examined separately. The fact
that such protection may be very limited in a particular case does not, in its view, justify an outright refusal
to accept that a figurative mark having a given combination of shape and colour has any distinctive character.

25 The applicant considers that the Board of Appeal erred when it found, in paragraphs 22 and 23 of the
contested decision, that it was necessary to assess the distinctive character of the mark applied for more
rigorously, on the ground that all that the public sees in the representation of a washing tablet is an indication
of the specific design of the product and not an indication of its origin. The Board of Appeal took as its
reference point (in paragraph 23 of the contested decision) the perception of a `casual' consumer, whereas it is
the perception of the average reasonably well-informed and reasonably observant and circumspect consumer
which should be taken into account. Such a consumer will realise, on seeing the mark applied for, not just
that the tablet reproduced constitutes an indication of the product's get-up but that, owing to its particular
arrangement of shape and colours, it also gives an indication of the product's origin.

26 The applicant produces a substantial number of documents and refers to various applications, at both
national and international level, for trade marks in respect of washing and dishwashing products in tablet
form, some of which have resulted in registration. It also relies on the publication by the Office of application
no. 924 829 relating to a three-dimensional Community mark in the form of a tablet for washing machines
and dishwashers. The applicant submits that it is apparent from all that information, first, that all the
well-known manufacturers of branded articles in the sector for washing and dishwashing products have always
taken the view that the particular shape and colouring of the tablets are distinctive features identifying the
manufacturer and, second, that several trade mark offices have recognised the tablets as trade marks. It also
cites a decision of an Italian court, which recognised the validity of a three-dimensional trade mark consisting
of a two-coloured washing machine tablet.

27 According to the applicant, the distinctive character of the mark applied for must be assessed at the date
on which the application for registration is lodged, so that the use of similar shapes and colours after that date
by its competitors cannot be relied on as a reason to deny that the mark claimed has distinctive character.
However, it submits that that point is not decisive in the present case, since it is the only manufacturer to
produce washing machine and dishwasher tablets consisting of a red layer and a white layer.

28 Finally, the applicant argues that the mark in respect of which registration is sought has, under Article 7(3)
of Regulation No 40/94, become distinctive in relation to its product, Somat `Profi', in consequence of the use
which has been made of it, and in particular because of its unique colour combination (red and white).

29 The Office states, first, that the mark applied for in the present case is a figurative mark consisting of a
faithful representation of the product's shape. The representation of the mark supplied by the applicant in this
case is not distinguishable in any way from that at issue in Case T-335/99 (three-dimensional mark in the
form of a rectangular red and white tablet). It is thus important, at the outset, to define the criteria governing
the registration of three-dimensional marks, and, next, to ascertain whether those criteria are different when the
representation of the product is not claimed as a three-dimensional mark but as a figurative mark and whether,
as a consequence, the assessment of distinctive character must be carried out by reference to less stringent
requirements. It explains the principles governing the registration of three-dimensional marks, referring to the
various grounds for refusal which may come into play in that context.

30 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the products or services in respect of which registration
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of the mark is sought to be distinguished by reference to their origin and not by reference to their properties
or other features.

31 It argues that the criteria for assessing the distinctive character of a figurative mark, consisting, as in the
present case, of a faithful representation of the shape of the product itself, are no different from the criteria
for assessing the distinctive character of three-dimensional marks consisting of the shape of the product.

32 It considers that, although the terms used by the Board of Appeal in the contested decision, which may be
understood as asserting that more stringent criteria are necessary in the case of a figurative mark consisting of
a faithful representation of the product (paragraphs 21 and 22 of the contested decision), give rise to
confusion, that point is not decisive in the context of the contested decision. In this instance, the Board of
Appeal was right to hold that the mark applied for was devoid of any distinctive character.

33 Second, the Office goes on to analyse the trade mark in respect of which registration is sought.

34 According to the Office, the tablet's rectangular shape, as it appears on the representation claimed, is not
unusual but commonplace and current on the market.

35 As regards the colours, the Office considers that the addition of a red layer does not render the sign
applied for distinctive. Adding a single colour to the basic colour (white or grey) of washing machine or
dishwasher products does not constitute a colour combination.

36 According to the Office, the colour claimed is one of the basic colours. All the tablets on the market,
composed of two colours, have one coloured layer consisting of one of the basic colours (red, green or blue).

37 It submits that the colours, which are applied to different layers or parts of the tablet, indicate the presence
of various active ingredients and therefore serve to inform the consumer about the product's properties,
something which is highlighted in the tablet advertising. Furthermore, it follows from the way in which the
tablets are used that the consumer does not view their colours as indicative of the product's origin.

38 The Office disputes the applicant's argument that a representation of the product on the packaging is more
easily perceived as an indication of origin than the shape of the product itself. Where such a representation is
- like the mark applied for - devoid of any additional features, it merely enables the consumer to obtain
information about what the packaging contains, whilst the consumer refers to the word mark appearing on the
packaging to distinguish the product that it designates from the products of other manufacturers.

39 The Office considers that the argument that the applicant is the only undertaking to produce red and white
tablets is irrelevant. Considerations relating to the use made of the trade mark form part of an assessment for
the purposes of Article 7(3) of Regulation No 40/94 and the applicant cited that provision for the first time in
its application, and therefore at too late a stage. The applicant has not shown that the mark applied for
acquired distinctive character in all the Member States before the date of application.

40 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect
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of which a competitor has been granted registration, or even one claimed by a competitor, before the position
is clarified by a judicial ruling.

41 Third, as regards the registration by national offices in the Member States of three-dimensional trade marks
consisting of the shape of tablets for washing machines or dishwashers, the Office states that the practices of
those offices are not uniform.

42 According to the Office, the mark's distinctive character must be assessed at the time of registration. It
points out that the applicant's competitors began marketing rectangular tablets before the present trade mark
application was filed.

Findings of the Court

43 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

44 The mark in respect of which registration is sought in the present case consists of the representation of a
washing machine or dishwasher tablet, that is, of the representation of the product itself.

45 As the Board of Appeal has rightly pointed out, it cannot be immediately denied that a graphic or
photographic representation of the product itself, even one faithful to reality, has distinctive character for the
purposes of Article 7(1)(b) of Regulation No 40/94.

46 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

47 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

48 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of trade marks.
The criteria for assessing the distinctive character of figurative marks consisting of the representation of the
product itself are therefore no different from those applicable to other categories of trade marks.

49 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a figurative mark consisting of a
faithful representation of the product itself as it is in relation to a word mark or a figurative or
three-dimensional mark not faithfully representing the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself. It follows that an assessment of distinctive
character cannot result in different outcomes for a three-dimensional mark consisting of the design of the
product itself and for a figurative mark
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consisting of a faithful representation of the same product.

50 The Board of Appeal rightly points out that, as regards the perception of the public concerned, the
products for which trade-mark registration was refused in the present case, namely washing machine and
dishwasher products in tablet form, are widely used consumer goods. The public concerned, in the case of
these products, is all consumers. Therefore, in any assessment of the distinctive character of the mark for
which registration is sought, account must be taken of the presumed expectations of an average consumer who
is reasonably well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut
Springenheide and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

51 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). In that regard, the Board of Appeal
rightly held that the level of attention given by the average consumer to the appearance of washing tablets,
being everyday goods, is not high.

52 In order to ascertain whether the representation claimed, given the combination of the shape and the
arrangement of the colours of the tablet represented, may be perceived by members of the public as an
indication of origin, the overall impression produced by that representation must be analysed (see, by analogy,
Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23). That is not incompatible with an examination of
each of the individual features making up the representation in turn. As regards a mark consisting of the
faithful representation of the product, it is necessary to ascertain, first, whether the design of the product
represented may, in itself, make an impact on the public mind and, second, whether the way in which the
product is represented has some distinctive feature capable of denoting the product's origin.

53 The shape represented by the image for which registration has been sought, namely a rectangular tablet, is
one of the basic geometrical shapes and is an obvious one for a product intended for use in washing machines
or dishwashers. The slightly rounded corners of the tablet are dictated by practical considerations and are not
likely to be perceived by the average consumer as a distinctive feature of the shape at issue, capable of
distinguishing it from other washing machine or dishwasher tablets.

54 As to the tablet's two layers, one of which is white and the other red, the public concerned is used to
seeing different colour features in detergent preparations. Powder, the form in which such products are
traditionally presented, is usually very light grey or beige and appears almost white. It often contains particles
of one or more different colours. The advertising carried out by the applicant and other manufacturers of
detergents tends to highlight the fact that those particles indicate the presence of various active ingredients.
The coloured particles thus suggest certain qualities, although that does not mean that they can be regarded as
a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94. However, it does not follow from
the fact that that ground for refusal is inapplicable that the coloured elements necessarily confer a distinctive
character on the mark applied for. Where, as in the present case, the target sector of the public sees the
presence of coloured elements as a suggestion that the product has certain qualities, and not as an indication
of its origin, there is no distinctive character. The fact that consumers may nevertheless get into the habit of
recognising the product from its colours is not enough, in itself, to preclude the ground for refusal based on
Article 7(1)(b) of Regulation No 40/94. Such a development in the public's perception of the sign, if proved,
may be taken into account only for the purposes of Article 7(3) of Regulation No 40/94.

55 The fact that in the present case the coloured particles are not spread evenly over the whole of the tablet
represented, but are concentrated on its upper part, is not sufficient for the tablet's
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appearance to be perceived as indicative of the product's origin. Where various ingredients are to be combined
in a washing machine or dishwashing product in tablet form, adding a layer is one of the most obvious
solutions.

56 It does not make any difference in that regard that the applicant is the only undertaking to use the colour
red for tablets made up of two layers. The use of basic colours, such as blue or green, is commonplace and is
even typical of detergents. The use of other basic colours, such as red or yellow, is one of the most obvious
variations on the typical design of these products.

57 It follows that the design of the product, the representation of which constitutes the mark applied for,
consists of a combination of obvious features typical of the product concerned.

58 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour another basic colour either as a layer in
the tablet or as speckles. The ensuing differences in the appearance of the various tablets are not sufficient to
enable each of those tablets, or a representation thereof, to function as an indication of the product's origin,
inasmuch as those differences are, as in the present case, obvious variations on the product's basic shapes.

59 The representation in respect of which registration was sought shows a tablet, seen in perspective. The
consequence of it being in perspective is that the tablet's shape is somewhat distorted. The way that it is
represented in the present case is thus slightly different from a representation which is wholly faithful to
reality. However, as the applicant itself acknowledged at the hearing, this perspective view of the tablet cannot
confer distinctive character on the mark applied for. It does not constitute a distinctive feature capable of
having such an impact on the consumer's mind as to enable him to distinguish the tablet represented from
other tablets for washing machines or dishwashers.

60 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied will not enable consumers to distinguish the products concerned from those having a
different trade origin when they come to select a product for purchase.

61 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
actually made of it, the product's origin is not affected by how many similar tablets are already on the market.
Consequently, it is not necessary to decide here whether the distinctive character of the mark concerned
should be assessed by reference to the date on which the application for registration is filed or the date of
actual registration.

62 Next, as regards the applicant's arguments concerning the practices of national trade mark offices and the
fact that an Italian court has recognised that a three-dimensional mark consisting of a two-colour washing
tablet has distinctive character, it must be reiterated that registrations already made in the Member States are
only one factor which may be taken into consideration, without being given decisive weight, in the registration
of a Community trade mark (Case T-122/99 Procter & Gamble v OHIM (Soap shape) [2000] ECR II-265,
paragraph 61; and Case T-24/00 Sunrider v OHIM (VITALITE) [2001] ECR II-449, paragraph 33). The same
considerations apply to cases decided by the courts of the Member States. Furthermore, it is clear from the
Office's replies to this Court's questions that the practices of the national trade mark offices, as regards
three-dimensional marks consisting of washing machine and dishwasher tablets, are not uniform. Consequently,
any criticism that the Board of Appeal has failed to have regard to those practices or to national case-law is
groundless.

63 It follows that the Board of Appeal was right to hold that the figurative mark applied for is devoid of any
distinctive character.
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64 The fact that the criteria applied to assess distinctive character, in the case of a figurative mark consisting
of a representation of the product itself, are not more rigorous than those applying to other categories of trade
marks does not alter that conclusion.

65 The factors which led the Board of Appeal to find that the mark applied for was devoid of any distinctive
character constitute valid reasons for drawing the same conclusion with regard to the criteria for the
assessment of distinctive character applying to all trade marks, whether they are word marks, figurative marks
or three-dimensional marks.

66 The applicant also argues, without specifically raising a plea alleging infringement of Article 7(3) of
Regulation No 40/94, that the mark applied for has distinctive character in consequence of the use which has
been made of it. Since that argument was not raised before the Board of Appeal, it cannot be considered by
the Court of First Instance (see Case T-163/98 Procter & Gamble v OHIM (BABY-DRY) [1999] ECR
II-2383, paragraphs 48 to 51).

The plea alleging `misuse of power' and breach of the principle of equal treatment

Arguments of the parties

67 In support of its plea alleging `misuse of powers', the applicant argues that the Office authorised
publication of certain applications for Community trade marks similar to its own in respect of products falling
within the same sector or a related sector. It cites, in particular, application no. 809 830 for a Community
trade mark filed by Benckiser N.V. The applicant considers that the Board of Appeal thereby acted in breach
of the principle of equal treatment.

68 The applicant also submits that the contested decision is contrary to the higher aim of Community law in
general, and of the Regulation on the Community trade mark in particular, which seeks to harmonise trade
mark law at the Community level. According to the applicant, harmonisation cannot actually be achieved
unless trade mark law is interpreted uniformly.

69 The Office states that the trade mark application cited by the applicant did not result in registration.
Further, even supposing that the Office had actually registered that trade mark, the decision would be incorrect
and the applicant could not rely on it to ask for a decision which would repeat the error.

Findings of the Court

70 The concept of misuse of powers has a precisely defined scope in Community law. It refers to cases where
an administrative authority has used its powers for a purpose other than that for which they were conferred on
it. In that respect, it has been consistently held that a decision may amount to misuse of powers only if it
appears, on the basis of objective, relevant and consistent evidence, to have been taken for purposes other than
those stated (see, inter alia, the judgment in Joined Cases T-551/93, T-231/94, T-232/94, T-233/94 and
T-234/94 Industrias Pesqueras Campos and Others v Commission [1996] ECR II-247, paragraph 168). The
applicant has not put forward any evidence from which it could be concluded that the adoption of the
contested decision had any purpose other than that of ascertaining whether the mark applied for complied with
the conditions for registration prescribed by Regulation No 40/94.

71 In so far as this plea seeks to demonstrate that there has been a breach of the principle of equal treatment,
it is clear from the Office's replies to the Court's questions that the trade mark application whose publication
has been relied on by the applicant was refused by the examiner after commencement of the present action
and that that decision is currently being reviewed by a Board of Appeal. Consequently, the argument based on
publication of that trade mark application has become otiose in any event. It follows that this plea is
unfounded.

72 In the light of the foregoing considerations, the action must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

The Sunrider Corporation v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Term VITALITE - Absolute ground for refusal - Article 7(1)(c) of Regulation
(EC) No 40/94.
Case T-24/00.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Trade marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - Term VITALITE

(Council Regulation No 40/94, Art. 7(1)(c))

1. Under Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the... intended purpose ... of the
goods are not to be registered. As regards, in that respect, the registration of the term VITALITE sought for
certain goods having a specific medical, nutritional or dietetic purpose and for food for babies and mineral
and aerated waters, that term, even if it is read in French as vitalité, cannot be regarded as being able to serve
to designate the intended purpose of food for babies or mineral and aerated waters. The word vitalité does not
directly and immediately inform the consumer of one of the characteristics of food for babies or mineral and
aerated waters. Consequently, the link between the meaning of the word vitalité, on the one hand, and the
goods in question, on the other, does not seem to be sufficiently close to be caught by the prohibition laid
down in Article 7(1)(c) of Regulation No 40/94. In fact it is a case of evocation and not designation for the
purposes of that provision. Accordingly, registration of the term VITALITE cannot be refused, pursuant to the
abovementioned provision, in respect of food for babies or mineral and aerated waters, unlike all the other
goods, which all have a specific medical, nutritional or dietetic purpose.

(see paras 18, 21, 24-25 )

2. Registrations of trade marks already made in Member States are only one factor which, without being given
decisive weight, may merely be taken into consideration for the purposes of registering a Community trade
mark.

(see para. 33 )

In Case T-24/00,

The Sunrider Corporation, having its registered office in Torrance, California (United States of America),
represented by A. Kockläuner, lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by C.
Rusconi and G. Humphreys, acting as Agents, with an address for service in Luxembourg,

defendant,

APPLICATION brought against the decision of the Second Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 26 November 1999 (Case R 137/1999-2) concerning the
registration of the term VITALITE as a Community trade mark,
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THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A. Potocki and A.W.H. Meij, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 9 February 2000,

having regard to the response lodged at the Registry of the Court of First Instance on 9 June 2000,

further to the hearing on 27 September 2000,

gives the following

Judgment

Background to the dispute

1 On 1 April 1996, the applicant filed, under Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for a Community word mark at the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM) (the Office).

2 The trade mark in respect of which registration was sought is VITALITE.

3 The goods in respect of which registration was sought come within Classes 5, 29 and 32 for the purpose of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

4 By decision of 19 January 1999, the examiner refused the application under Article 38 of Regulation No
40/94.

5 On 17 March 1999, the applicant appealed to the Office, under Article 59 of Regulation No 40/94, against
the examiner's decision.

6 The appeal was submitted to the examiner for interlocutory revision under Article 60 of Regulation No
40/94.

7 It was subsequently remitted to the Board of Appeal.

8 By decision of 26 November 1999 (the decision), the Board of Appeal partially annulled the examiner's
decision. It dismissed the appeal in so far as the application for a trade mark related to the following goods:
medicaments, pharmaceutical preparations; dietetic substances and nutritional replacement adapted for medical
use; food for babies; preparations on the basis of vitamins, trace elements and/or minerals for dietetic purposes
or as nutritional supplementation; nutritional concentrates or nutritional supplements on the basis of herbs,
herbal teas, all for health care purposes, in Class 5; non-medical nutritional concentrates or nutritional
supplements on herbal basis, herbal food, also in form of snack bars, in Class 29; herbal and vitamin
beverages; mineral and aerated waters and other non-alcoholic drinks, in Class 32. In substance, the Board of
Appeal found that, since capital letters do not usually carry accents in French, the sign VITALITE could, in
that language, be read as vitalité. Having drawn attention to the meaning of that term, it inferred that Article
7(1)(b) and (c) of Regulation No 40/94 precluded its registration as a Community trade mark.

Forms of order sought by the parties
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9 The applicant claims that the Court should:

- annul the decision in so far as it dismissed the applicant's appeal;

- order the defendant to pay the costs.

10 At the hearing, the applicant also claimed that the Court should, in the alternative, alter the decision, and
sought application of Article 38(2) of Regulation No 40/94. Finally, it introduced some documentary evidence
intended to prove its assertions in the application.

11 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Admissibility

12 Under Article 19 of the EC Statute of the Court of Justice and Article 44(1)(c) and (d) of the Rules of
Procedure of the Court of First Instance, the application must state the subject-matter of the proceedings and
the forms of order sought by the applicant. It follows that claims put forward at the hearing, even if they are
characterised as alternative to those mentioned in the application, must be rejected as inadmissible (Case
T-398/94 Kahn Scheepvaart v Commission [1996] ECR II-477, paragraph 20).

13 In addition, under Article 135(4) of the Rules of Procedure, the parties' pleadings lodged before the Court
of First Instance may not change the subject-matter of the proceedings before the Board of Appeal. It is not
clear from the documents before the Court that the applicant submitted a similar claim to the Board of
Appeal. It is therefore inadmissible also on that ground.

14 As regards the evidence which the applicant wished to introduce at the hearing, the Court finds that, as
evidence which was intended to support the assertions put forward in the application, it was submitted out of
time, without any reason being given. When the applicant had in fact offered no evidence in its application,
that belated introduction of evidence is in breach of the principle of audi alteram partem and the rights of the
defence (see Articles 44(1)(e) and 48(1) of the Rules of Procedure). The evidence in question must
consequently be rejected as inadmissible.

Substance

Preliminary observations

15 Assessment of the absolute grounds for refusal listed in Article 7(1)(b) and (c) of Regulation No 40/94
involves taking account of a range of elements, in particular the general impression made by the mark
examined as a whole and the perception which the average consumer is likely to have of the goods or
services in respect of which registration is sought, in each of the languages of the European Union and for
each of the goods or services in question.

The plea of infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the applicant

16 The applicant claims that the basis of the prohibition on registering as a trade mark words which are
exclusively descriptive is that such terms must remain freely available to all. However, that must be
understood in the light of Article 12(b) of Regulation No 40/94. In those circumstances, it is for the Office to
establish, in each case, the existence of an actual, ascertainable use of the word in question by competitors to
describe the goods in respect of which registration is sought, or the existence of a need to use that term.

17 Furthermore, the applicant submits that the average consumer is reluctant to scrutinise trade
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marks or to analyse their meaning. In reality, that consumer does not easily associate the word VITALITE
with, for example, the intended purpose of the goods in question. That word does not really describe an
essential characteristic of the goods. Moreover, the word VITALITE, which does not have an accent, is not
the same as the French word vitalité.

Findings of the Court

18 Under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the... intended purpose... of the goods are not to be registered.

19 Furthermore, Article 7(2) of Regulation No 40/94 states that Article 7(1) shall apply notwithstanding that
the grounds of non-registrability obtain in only part of the Community.

20 In the present case, it should be noted, first of all, that there is no grammatical or typographical rule
requiring accents on capital letters in French. Many writers regret the fact that accents are not commonly used
in such cases (for example, A. Jouette, Dictionnaire d'Orthographe et d'Expression Ecrite, Le Robert, Paris,
1993, p. 404). It has thus not been shown that the Board of Appeal was wrong in pointing out that capital
letters do not usually carry accents and in finding, accordingly, that the term VITALITE could be understood
by a French-speaking consumer as the word vitalité.

21 On the other hand, it seems that the term VITALITE, even if it is read in French as vitalité, cannot be
regarded as being able to serve to designate the intended purpose of food for babies or mineral and aerated
waters.

22 In its response, the Office explained that food for babies is often preservative free or contain[s] added
vitamins and trace elements. That argument cannot be accepted. The sign VITALITE cannot be regarded as
designating those characteristics, but only, at best, as being indirectly evocative of them. The Office none the
less added that such food can give "life force" or "vitality" to babies. However, it must be pointed out that
although food for babies may certainly be designed to promote the growth of babies, the sign VITALITE does
not, in this respect, go beyond the acceptable limits of suggestion.

23 The Office further stated in its response that mineral and aerated waters are often advertised as promoting
a healthy, sporty image and as contributing to a general sense of well being. Those explanations are not
decisive. On the contrary, they show that what is at issue in this case is not the designation of a characteristic
of the goods, but the mere suggestion of an image which, for promotional purposes, has been given to those
goods. It should be noted, moreover, that the Board of Appeal did not regard the term VITALITE as
designating the characteristics of milk products or drinks [mainly] of milk although the marketing of those
products is often accompanied by comparable advertising messages.

24 Accordingly, the word vitalité does not directly and immediately inform the consumer of one of the
characteristics of food for babies or mineral and aerated waters. Consequently, the link between the meaning
of the word vitalité, on the one hand, and the goods in question, on the other, does not seem to be
sufficiently close to be caught by the prohibition laid down in Article 7(1)(c) of Regulation No 40/94. In fact
it is a case of evocation and not designation for the purposes of that provision.

25 On the other hand, as regards all the other goods, which all have a specific medical, nutritional or dietetic
purpose, it has not been established that the Board of Appeal was wrong in concluding that the sign could
serve, in trade, to designate the intended purpose of those goods. Nor has the applicant presented any specific
argument in order to show that gaining renewed vitality is not one of the intended purposes of those goods.
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26 Accordingly, the Board of Appeal infringed Article 7(1)(c) of Regulation No 40/94 in respect of food for
babies and mineral and aerated waters. The decision must therefore be annulled to that extent.

The plea of infringement of Article 7(1)(b) of Regulation No 40/94

27 The applicant claims that only signs devoid of distinctive character cannot be registered under Article
7(1)(b) of Regulation No 40/94. In the light of the arguments outlined above in respect of descriptiveness, the
term VITALITE is not devoid of distinctive character.

28 The Court observes that, as is clear from Article 7(1) of Regulation No 40/94, it is sufficient for one of
the absolute grounds of refusal listed to apply for the sign not to be able to be registered as a Community
trade mark. In those circumstances, the sign VITALITE cannot in any event be registered for the goods in
respect of which it has not been shown that the Board of Appeal infringed Article 7(1)(c) of Regulation No
40/94.

29 As regards food for babies and mineral and aerated waters, it is sufficient to state, in this case, that the
Board of Appeal inferred the incompatibility of the sign VITALITE with Article 7(1)(b) of Regulation No
40/94 from the fact that it was incompatible with Article 7(1)(c) thereof. However, it was held above that the
term VITALITE, even if read as vitalité, is evocative of the intended purpose of the goods in question,
without designating it for the purposes of Article 7(1)(c) of Regulation No 40/94.

30 Accordingly, the decision must also be annulled on the ground of infringement of Article 7(1)(b) of
Regulation No 40/94 as regards food for babies and mineral and aerated waters.

The plea of prior registration of the mark

Arguments of the applicant

31 The applicant claims that the Board of Appeal should have taken account of the fact that the word
VITALITE has been registered as a trade mark in 15 European States, 12 of which are members of the
European Union and some of which have, inter alia, French as an official language in their national office for
the registration of trade marks.

32 In refusing to register a mark which has been accepted in 12 of the 15 Member States, the Office, the
only body responsible for issuing trade marks which are valid throughout the Community, adversely affects
the free movement of goods. It thereby contravenes the spirit of First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),
as evidenced by the seventh and eighth recitals in the preamble thereto.

Findings of the Court

33 Registrations already made in the Member States are only one factor which, without being given decisive
weight, may merely be taken into consideration for the purposes of registering a Community trade mark (Case
T-122/99 Procter & Gamble v OHIM (soap bar shape) [2000] ECR II-265, paragraph 61). Accordingly, the
Board of Appeal did not err in law merely because it refused to register a sign although that sign had been
previously registered in a number of European States.

34 Moreover, most of the registrations in French-speaking countries on which the applicant relies relate to a
figurative mark in which the word vitalite is written in lower case, in a special font and with the first letter in
a particular form (Benelux, Monaco and Switzerland), which distinguishes it from the sign at issue in this
case. Furthermore, such registrations relate to goods which are totally (France, Monaco and Benelux) or
essentially (Switzerland) different from those referred to in the applicant's application. In addition, a number of
those registrations were made in non-Member States of the European Union (Switzerland, Monaco) or at a
time when there was no examination
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prior to registration on the basis of absolute grounds of refusal (Benelux).

35 Finally, the argument based on the infringement of the recitals in the preamble to Directive 89/104 is
unfounded. The validity of the Board's decision must be examined only in the light of the relevant provisions,
namely, in this case, Article 7(1)(b) and (c) of Regulation No 40/94.

36 It follows that this plea must be rejected.

Costs

37 Under Article 87(3) of the Rules of Procedure of the Court of First Instance, the Court may order that the
costs be shared where each party succeeds on some and fails on other heads. In the present case, since the
applicant's application has been granted only in respect of a limited number of goods, the applicant must be
ordered to bear its own costs and to pay one half of the defendant's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Second Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 26 November 1999 (Case R 137/1999-2) in respect of the following goods:
food for babies and mineral and aerated waters;

2. Dismisses the application as to the remainder;

3. Orders the applicant to bear its own costs and to pay one half of the defendant's costs; orders the defendant
to bear the other half of its own costs.
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Judgment of the Court
of 20 September 2001

Procter &amp; Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks
and Designs). Appeal - Admissibility - Community trade mark - Regulation (EC) No 40/94 - Absolute
ground for refusal to register - Distinctive character - Marks consisting exclusively of descriptive signs

or indications - 'BABY-DRY'. Case C-383/99 P.

1. Appeal - Admissibility - Where a party partially fails in its application

(EC Statute of the Court of Justice, Art. 49)

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - Criteria

(Council Regulation No 40/94, Arts 7(1)(b) and (c) and 12)

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - BABY-DRY

(Council Regulation No 40/94, Art. 7(1)(c))

1. Where the annulment by the Court of First Instance of the act submitted to it for judicial review is only
partial, and notwithstanding the fact that the operative part of the judgment does not expressly restate that
limitation, the judgment in question gives the appellant only partial satisfaction. Since the appellant has
therefore partially failed in its application, it has an interest in appealing against that judgment. The appeal,
which seeks annulment of that aspect of the contested judgment, must therefore be declared admissible.

(see paras 22, 25-27 )

2. It is clear from Article 7(1)(b) and (c) of Regulation No 40/94 on the Community trade mark, taken in
conjunction with Article 12, that the purpose of the prohibition of registration of purely descriptive signs or
indications as trade marks is to prevent registration as trade marks of signs or indications which, because they
are no different from the usual way of designating the relevant goods or services or their characteristics, could
not fulfil the function of identifying the undertaking that markets them and are thus devoid of the distinctive
character needed for that function.

The signs and indications referred to in Article 7(1)(c) of that regulation are thus only those which may serve
in normal usage from a consumer's point of view to designate, either directly or by reference to one of their
essential characteristics, goods or services such as those in respect of which registration is sought.
Furthermore, a mark composed of signs or indications satisfying that definition should not be refused
registration unless it comprises no other signs or indications and, in addition, the purely descriptive signs or
indications of which it is composed are not presented or configured in a manner that distinguishes the
resultant whole from the usual way of designating the goods or services concerned or their essential
characteristics.

As regards trade marks composed of words, descriptiveness must be determined not only in relation to each
word taken separately but also in relation to the whole which they form. Any perceptible difference between
the combination of words submitted for registration and the terms used in the common parlance of the
relevant class of consumers to designate the goods or services or their essential characteristics is apt to confer
distinctive character on the word combination enabling it to be registered as a trade mark.

(see paras 37, 39-40 )
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3. As regards the registration of Baby-Dry as a Community trade mark for disposable diapers made out of
paper or cellulose and diapers made out of textile, this word combination cannot be regarded as exhibiting, as
a whole, descriptive character; it is a lexical invention bestowing distinctive power on the mark so formed and
may not be refused registration under Article 7(1)(c) of Regulation No 40/94.

Whilst each of the two words in the combination may form part of expressions used in everyday speech to
designate the function of babies' nappies, their syntactically unusual juxtaposition is not a familiar expression
in the English language, either for designating babies' nappies or for describing their essential characteristics.

(see paras 43-44 )

In Case C-383/99 P,

Procter &amp; Gamble Company, established in Cincinnatti (United States), represented by T. van Innis,
avocat, with an address for service in Luxembourg,

appellant,

APPEAL against the judgment of the Court of First Instance of the European Communities (Second Chamber)
of 8 July 1999 in Case T-163/98 Procter &amp; Gamble v OHIM (BABY-DRY) [1999] ECR II-2383, seeking
to have that judgment set aside in so far as the Court of First Instance ruled that the First Board of Appeal of
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) had not infringed Article
7(1)(c) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994
L 11, p. 1) in adopting its decision of 31 July 1998 (Case R 35/1998-1)

the other party to the proceedings being:

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and E. Joly, acting as Agents, with an address for service in Luxembourg,

defendant at first instance

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann, M. Wathelet and V. Skouris (Presidents of
Chambers), J.-P. Puissochet (Rapporteur), P. Jann, L. Sevon, R. Schintgen, F. Macken, N. Colneric and S. von
Bahr, Judges,

Advocate General: F.G. Jacobs,

Registrar: D. Louterman-Hubeau, Head of Division,

having regard to the Report for the Hearing,

after hearing oral argument from the parties at the hearing on 30 January 2001, at which Procter &amp;
Gamble Company was represented by T. van Innis and by F. Herbert, avocat, and the Office for
Harmonisation in the Internal Market (Trade Marks and Design) by O. Montalto and E. Joly,

after hearing the Opinion of the Advocate General at the sitting on 5 April 2001,

gives the following

Judgment

Costs

47 Under Article 122 of the Rules of Procedure of the Court of Justice, where the appeal is well
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founded and the Court of Justice itself gives final judgment in the case, the Court is to make a decision as to
costs.

48 Under Article 69(2) of the Rules of Procedure of the Court of Justice, which applies to appeals by virtue
of Article 118, the unsuccessful party is to be ordered to pay the costs if they have been applied for in the
successful party's pleadings. Since Procter &amp; Gamble has applied for costs against the OHIM and the
OHIM has been unsuccessful, the latter party must be ordered to pay the costs both at first instance and on
appeal.

On those grounds,

THE COURT

hereby:

1. Annuls the judgment of the Court of First Instance of 8 July 1999 in Case T-163/98 Procter &amp;
Gamble v OHIM (BABY-DRY), in so far as it found that the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) did not infringe Article 7(1)(c) of Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark in adopting its decision of 31
July 1998 (Case R 35/1998-1);

2. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal market
(Trade Marks and Designs) of 31 July 1998 (Case R 35/1998-1) in so far as it refused the application for
registration of BABY-DRY as a trade mark on the basis of Article 7(1)(c) of Regulation No 40/94;

3. Orders the Office for Harmonisation in the Internal Market (Trade Marks and Designs) to pay the costs
both at first instance and on appeal.

1 By an application lodged at the Registry of the Court on 8 October 1999, Proctor &amp; Gamble Company
(hereinafter Procter &amp; Gamble) brought an appeal under Article 49 of the EC Statute of the Court of
Justice against the judgment of the Court of First Instance of 8 July 1999 in Case T-163/98 Procter &amp;
Gamble v OHIM (BABY-DRY) [1999] ECR II-2383 (hereinafter the contested judgment), in which the Court
of First Instance, on the basis of a single plea of infringement of Article 62(1) of Council Regulation (EC) No
40/94 of 20 December 1993 on the Community Trade Mark (OJ 1994 L 11, p. 1), annulled the decision of
the First Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(hereinafter the OHIM) of 31 July 1998 (Case R 35/1998-1, hereinafter the contested decision) dismissing the
appeal lodged by Procter &amp; Gamble against the refusal to register BABY-DRY as a Community trade
mark in respect of disposable diapers made out of paper or cellulose and diapers made out of textile.

Regulation No 40/94

2 Article 7 of Regulation No 40/94 provides as follows:

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

...
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2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.

3 Article 62(1) of Regulation No 40/94 provides as follows:

Following the examination as to the allowability of the appeal, the Board of Appeal shall decide on the
appeal. The Board of Appeal may either exercise any power within the competence of the department which
was responsible for the decision appealed or remit the case to that department fo further prosecution.

Facts of the case

4 By letter of 3 April 1996, Procter &amp; Gamble filed an application with the OHIM for registration of
BABY-DRY as a Community trade mark in respect of disposable diapers made out of paper or cellulose and
diapers made out of textile.

5 The OHIM's examiner refused that application on 29 January 1998. In the contested decision, the First
Board of Appeal of the OHIM dismissed the appeal brought by Procter &amp; Gamble against the examiner's
decision. The Board found that BABY-DRY consisted exclusively of words which may serve, in trade, to
designate the intended purpose of the goods, that it was also devoid of distinctive character and that it was
therefore not eligible for registration under Article 7(1)(b) and (c) of Regulation No 40/94. The Board
furthermore found Procter &amp; Gamble's submission relating to the distinctiveness allegedly acquired by the
trade mark following the use made of it, within the meaning of Article 7(3) of Regulation No 40/94, to be
inadmissible on the ground that it had not been made before the examiner at the OHIM.

The contested judgment

6 In the contested judgment the Court of First Instance held first of all that BABY-DRY was not capable of
constituting a Community trade mark, thus upholding the contested decision's finding on that point.

7 The Court of First Instance held that signs composed exclusively of words which may serve in trade to
designate the intended purpose of goods must be regarded as intrinsically incapable of distinguishing the
goods of one undertaking from those of another, even if the ground for refusal obtains only in part of the
Community. Since the purpose of nappies is to be absorbent, in order to keep babies dry, it concluded that the
term BABY-DRY merely conveyed to consumers the intended purpose of the goods but exhibited no
additional feature to render the sign distinctive.

8 Secondly, the Court of First Instance examined the appellant's alternative submission that the contested
decision was wrong in finding that Proctor &amp; Gamble's offer to adduce evidence that BABY-DRY had
acquired distinctive character through use, within the meaning of Article 7(3) of Regulation No 40/94, was
inadmissible on the ground that it had not been made earlier to the examiner. It held that, in making that
finding of inadmissibility, the Board of Appeal had infringed Article 62 of Regulation No 40/94, which, when
viewed against the scheme of the regulation presupposing continuity, within the OHIM, between acts of the
examiners and acts of the boards of appeal, did not entitle a board to reject a submission solely on the ground
that it had not been raised before the examiner.

9 The Court of First Instance therefore concluded that the contested decision should be annulled and that the
OHIM's Board of Appeal had been wrong to refuse to entertain Procter &amp; Gamble's arguments relating to
Article 7(3) of Regulation No 40/94.
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10 It dismissed Procter &amp; Gamble's other pleas and annulled the contested decision.

The appeal

11 Procter &amp; Gamble claims that the Court of Justice should annul the contested judgment in so far as
the Court of First Instance held that the OHIM's First Board of Appeal, in adopting the contested decision,
had not infringed Article 7(1)(c) of Regulation No 40/94. It also requests that the OHIM be ordered to pay
the costs.

12 The OHIM contends that the Court should dismiss the appeal and order Procter &amp; Gamble to pay the
costs.

Admissibility of the appeal

Arguments of the parties

13 The appellant maintains that it failed in part before the Court of First Instance because it raised, as against
the contested decision, a plea of infringement of Article 7(1)(b) and (c) of Regulation No 40/94 and that
submission was rejected by the Court of First Instance.

14 Secondly, it contends that it has an interest in bringing an appeal because, in order to take the necessary
measures to comply with the contested judgment, the OHIM will re-examine the trade mark application with
reference only to Article 7(3) of Regulation No 40/94 and not with reference to Article 7(1)(b) and (c). The
interpretation made in the contested decision of the latter two provisions was upheld by the Court of First
Instance and the extent of the obligation to comply with the contested judgment has to be determined by
reference to the grounds supporting its operative part.

15 The OHIM accepts that the appellant has an interest in bringing the appeal and the only doubt it raises, as
regards admissibility, is whether the ground of appeal relied on, namely an alleged infringement of
Community law, is capable of founding an appeal. But since that issue is a question of public policy, it leaves
it to the Court of Justice to decide that matter.

Findings of the Court

16 The first and second subparagraphs of Articles 49 of the EC Statute of the Court of Justice provide as
follows:

An appeal may be brought before the Court of Justice, within two months of the notification of the decision
appealed against, against final decisions of the Court of First Instance and decisions of that Court disposing of
the substantive issues in part only or disposing of a procedural issue concerning a plea or lack of competence
or inadmissibility.

Such an appeal may be brought by any party which has been unsuccessful, in whole or in part, in its
submissions....

17 Article 92(2) of the Rules of Procedure of the Court of Justice provides as follows:

The Court may at any time of its own motion consider whether there exists any absolute bar to proceeding
with a case or declare, after hearing the parties, that the action has become devoid of purpose and that there
is no need to adjudicate on it; it shall give its decision in accordance with Article 91(3) and (4) of these
Rules.

18 Since Procter &amp; Gamble asked the Court of First Instance to annul the contested decision and the
operative part of the contested judgment consisted of a ruling simply annulling that decision, the Court of
Justice must examine of its own motion the question whether the appellant was at least only partly
unsuccessful in its submissions, thus entitling it to appeal against the contested judgment to the Court of
Justice.
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19 It is clear from paragraph 9 of the contested judgment that the appellant asked the Court of First Instance,
inter alia, as its principal claim, to annul the contested decision in so far as that decision found that the mark
did not satisfy the conditions laid down in Article 7(1)(b) and (c) of Regulation No 40/94 and, in the
alternative, to annul the contested decision in so far as it found the applicant's submissions based on Article
7(3) of Regulation No 40/94 to be inadmissible.

20 The Court of First Instance began by explicitly dismissing the principal claim, stating at paragraph 28 of
the contested judgment that the First Board of Appeal of the OHIM was correct to take view that
BABY-DRY was not capable of constituting a Community trade mark under Article 7(1)(c) of Regulation No
40/94. It was only after dismissing that principal claim that the Court of First Instance found that, in declaring
the appellant's submissions based on Article 7(3) inadmissible, the Board had infringed Article 62 of
Regulation No 40/94 and went on to uphold the alternative claim in the action.

21 From its consideration of the two alternative claims, the Court of First Instance reached the overall
conclusion, at paragraph 54 of the contested judgment, that the contested decision had to be annulled in so far
as the First Board of Appeal of the OHIM was wrong to refuse to examine the applicant's arguments based on
Article 7(3) of Regulation No 40/94. It added that it was for the OHIM to take the necessary measures to
comply with its judgment.

22 In those circumstances, and notwithstanding the fact that the operative part of the contested judgment does
not expressly restate the limitation expressed in paragraph 54, it must be held that the contested judgment
gives the appellant only partial satisfaction.

23 Although the contested decision takes the form of a single act, the First Board of Appeal of the OHIM in
fact adopted two measures, one refusing to register BABY-DRY on the grounds laid down in Article 7(1)(b)
and (c) of Regulation No 40/94, and the other dismissing the appellant's arguments based on Article 7(3) as
inadmissible.

24 By annulling the contested decision for refusing to consider the arguments relating to Article 7(3) of
Regulation No 40/94 and in doing so on that ground alone, the contested judgment allowed that part of the
decision relating to the compatibility of BABY-DRY with the requirements of Article 7(1)(b) and (c) of the
regulation to stand.

25 The annulment by the Court of First Instance of the act submitted to it for judicial review was therefore
only partial. In order for the OHIM to take the necessary measures to comply with the contested judgment, as
these are referred to in paragraph 54 thereof, the OHIM could therefore have simply confined itself to
considering the trade mark application in the light of Article 7(3) of Regulation No 40/94 without altering its
interpretation of Article 7(1)(b) and (c) of the regulation, which the Court of First Instance had endorsed.

26 Procter &amp; Gamble thus has an interest in bringing the appeal against the contested judgment in so far
as that judgment dismissed its application for annulment of the decision to refuse to register the trade mark
BABY-DRY made on the basis of Article 7(1)(b) and (c) of Regulation No 40/94.

27 The appeal, which seeks annulment of that aspect of the contested judgment, must therefore be declared
admissible.

Merits of the appeal

Arguments of the parties

28 In support of its appeal the appellant relies on a single plea - that the Court of First Instance interpreted
the absolute ground for refusal to register a mark, based on the exclusively descriptive character of the signs
or indications of which it consists, too broadly. In the appellant's view,
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only signs or indications which could only be perceived by the public as designating the characteristics of the
goods concerned and which as such are deemed incapable of fulfilling the distinguishing function of a trade
mark of enabling goods to be associated with the undertaking marketing them, by distinguishing them from
goods of the same kind from competing undertakings, may be refused registration as Community trade marks
under Article 7(1)(c) Regulation No 40/94.

29 In holding that BABY-DRY immediately conveys to the consumer the intended purpose of the goods and
does not possess any additional element to render the sign as a whole capable of distinguishing the appellant's
goods from those of other undertakings, the Court of First Instance wrongly interpreted and applied the
provision in question.

30 The appellant argues that the judgment delivered by the Court of First Instance was based on an outdated
view of trade marks, according to which registration of a trade mark gives the holder of the mark a monopoly
right over the signs or indications of which it is composed, so that any signs or indications which are
descriptive and need to be left free for trade use are by definition not capable of constituting trade marks.

31 Rather, the modern view underlying Regulation No 40/94 excludes monopoly rights in signs or indications
constituting trade marks, so that third parties are entitled to go on making normal use of them. Similarly, there
is no category of signs or indications which can be deemed incapable of constituting trade marks in the
abstract. The descriptiveness of a sign or an indication, like generic character, is only one aspect of the
ground for refusing to register a sign or an indication for not being distinctive, and both notions -
distinctiveness and not being solely descriptive - must be considered in the round to determine whether the
sign or indication filed is capable of identifying the goods concerned as originating from a particular
undertaking.

32 The OHIM does not challenge that theoretical analysis but explains that distinctiveness is the main factor
for assessing whether or not a sign is capable of constituting a trade mark, so that, where a sign is solely
descriptive, there is a presumption that it lacks distinctive character.

33 According to the OHIM, a refusal to register on grounds of descriptiveness is dependent on the following
three conditions being met:

- there is nothing about the way in which the sign is presented nor does it possess any additional features
such as to cause it to be anything other than solely descriptive;

- the sign alludes to an essential quality of the goods, and not a secondary quality or one that is not specific
to them;

- that allusion is clear to potential consumers of the goods.

34 As the Court of First Instance held, BABY-DRY meets the conditions for a sign to be considered solely
descriptive.

Findings of the Court

35 Under Article 7(1) of Regulation No 40/94, trade marks are not to be registered if they are devoid of
distinctive character (subparagraph (b)) or if they consist exclusively of signs or indications which may serve,
in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin, time of
production of the goods or of rendering of the service, or other characteristics of the goods or service
(subparagraph (c)).

36 Under Article 12 of Regulation No 40/94, the rights conferred by the trade mark do not entitle the
proprietor to prohibit a third party from using, in the course of trade, indications concerning the kind, quality,
quantity, intended purpose, value, geographical origin, the time of production of the goods or the time of
rendering the service, or other characteristics of the goods or service,
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provided he uses them in accordance with honest practices in industrial or commercial matters.

37 It is clear from those two provisions taken together that the purpose of the prohibition of registration of
purely descriptive signs or indications as trade marks is, as both Procter &amp; Gamble and the OHIM
acknowledge, to prevent registration as trade marks of signs or indications which, because they are no
different from the usual way of designating the relevant goods or services or their characteristics, could not
fulfil the function of identifying the undertaking that markets them and are thus devoid of the distinctive
character needed for that function.

38 That interpretation is the only interpretation which is also compatible with Article 4 of Regulation No
40/94, which provides that a Community trade mark may consist of any signs capable of being represented
graphically, particularly words, including personal names, designs, letters, numerals, the shape of goods or of
their packaging, provided that such signs are capable of distinguishing the goods or services of one
undertaking from those of other undertakings.

39 The signs and indications referred to in Article 7(1)(c) of Regulation No 40/94 are thus only those which
may serve in normal usage from a consumer's point of view to designate, either directly or by reference to
one of their essential characteristics, goods or services such as those in respect of which registration is sought.
Furthermore, a mark composed of signs or indications satisfying that definition should not be refused
registration unless it comprises no other signs or indications and, in addition, the purely descriptive signs or
indications of which it is composed are not presented or configured in a manner that distinguishes the
resultant whole from the usual way of designating the goods or services concerned or their essential
characteristics.

40 As regards trade marks composed of words, such as the mark at issue here, descriptiveness must be
determined not only in relation to each word taken separately but also in relation to the whole which they
form. Any perceptible difference between the combination of words submitted for registration and the terms
used in the common parlance of the relevant class of consumers to designate the goods or services or their
essential characteristics is apt to confer distinctive character on the word combination enabling it to be
registered as a trade mark.

41 It is true that Article 7(2) of Regulation No 40/94 states that Article 7(1) is to apply notwithstanding that
the grounds of non-registrability obtain in only part of the Community. That provision, which was rightly
cited at paragraph 24 of the contested judgment, implies that, if a combination of words is purely descriptive
in one of the languages used in trade within the Community, that is sufficient to render it ineligible for
registration as a Community trade mark.

42 In order to assess whether a word combination such as BABY-DRY is capable of distinctiveness, it is
therefore necessary to put oneself in the shoes of an English-speaking consumer. From that point of view, and
given that the goods concerned in this case are babies' nappies, the determination to be made depends on
whether the word combination in question may be viewed as a normal way of referring to the goods or of
representing their essential characteristics in common parlance.

43 As it is, that word combination, whilst it does unquestionably allude to the function which the goods are
supposed to fulfil, still does not satisfy the disqualifying criteria set forth in paragraphs 39 to 42 of this
judgment. Whilst each of the two words in the combination may form part of expressions used in everyday
speech to designate the function of babies' nappies, their syntactically unusual juxtaposition is not a familiar
expression in the English language, either for designating babies' nappies or for describing their essential
characteristics.

44 Word combinations like BABY-DRY cannot therefore be regarded as exhibiting, as a whole, descriptive
character; they are lexical inventions bestowing distinctive power on the mark so formed and may not be
refused registration under Article 7(1)(c) of Regulation No 40/94.
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45 The Court of First Instance therefore erred in law in holding that the OHIM'S First Board of Appeal was
right to find that BABY-DRY was not capable of constituting a Community trade mark on the basis of that
provision.

46 In those circumstances, the contested judgment must be annulled on the grounds claimed by Procter &amp;
Gamble and, in accordance with the forms of order sought by Procter &amp; Gamble before the Court of
First Instance, the contested decision must also be annulled in so far as it dismissed the application for
registration of BABY-DRY as a trade mark on the basis of Article 7(1)(c) of Regulation No 40/94.
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Order of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)1999.

Euro-Lex European Law Expertise GmbH v Office for Harmonisation in the Internal Market (Trade
Marks and Designs).

Community trade mark - Representation by a lawyer who is a manager of the applicant - Inadmissible.
Case T-79/99.

Procedure - Application initiating proceedings - Procedural requirements - Must be signed by a lawyer who is
a third party independent of the applicant - Where the applicant company is represented by a lawyer who is
also one of its directors - Inadmissible

(EC Statute of the Court of Justice, Art. 17, third and fourth paras, and Art. 19, first para.; Rules of
Procedure of the Court of First Instance, Art. 43(1), first subpara.)

$$For the purposes of bringing an action before the Court of First Instance, a `party' within the meaning of
the third paragraph of Article 17 of the Statute of the Court - applicable to the Court of First Instance
pursuant to Article 46 of that Statute - must use the services of a third party who must be authorised to
practise as a lawyer before a court of a Member State or of another State which is a party to the Agreement
on the European Economic Area.

A lawyer so authorised who is one of the two directors of the applicant company and therefore its `controlling
organ' cannot be considered as a `third party' who is independent of the applicant and, accordingly, an
application initiating the proceedings signed by that lawyer is inadmissible.

In Case T-79/99,

Euro-Lex European Law Expertise GmbH, a company incorporated under German law, having its head office
in Emmerich (Germany), represented by Eckhard Benkelberg, Rechtsanwalt, Emmerich and Kleve, with an
address for service in Luxembourg at the Chambers of Faltz and Kremer, 6 Rue Heinrich Heine,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by Detlef Schennen,
Head of the Legislation and International Legal Affairs Service, and Emmanuel Joly, Administrator in the
Legal Affairs and Litigation Department, acting as Agents, with an address for service in Luxembourg at the
office of Carlos Gomez de la Cruz, of the Commission's Legal Service, Wagner Centre, Kirchberg,

defendant,

APPLICATION for annulment of the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 26 January 1999 (Case R 114/1998-1), which was notified
to the applicant on 1 February 1999,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A Potocki and A.W.H. Meij, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on 8 April 1999,
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having regard to the Court's written question to the parties of 21 June 1999,

having regard to the observations lodged at the Registry of the Court of First Instance on 14 and 15 July
1999,

having regard to the response lodged at the Registry of the Court of First Instance on 16 August 1999,

makes the following

Order

Procedure

1 By the present action, the applicant is seeking an annulment of the decision of the First Board of Appeal of
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) of 26 January
1999 (Case R 114/1998-1) in so far as it affirms the decision of the examiner of the Office of 20 May 1998
to dismiss an application to register a Community trade mark.

2 The trade mark in respect of which registration was sought was the term Eu-Lex.

3 For the purposes of putting its application in order under Article 44(6) of the Rules of Procedure of the
Court of First Instance, the applicant has submitted an extract from the register of companies in compliance
with Article 44(5)(b) of those Rules.

4 The Court has noted that it appears from the extract that Mr Benkelberg, the lawyer representing the
applicant and who has signed the application, is one of the two directors (Geschäftsführer) of the applicant.

5 By letter from the Registry of 21 June 1999, the parties were requested to express their view as to whether
the application was in order and, consequently, as to whether the action was admissible from the point of
view of the third and fourth paragraphs of Article 17, and the first paragraph of Article 19, of the EC Statute
of the Court of Justice and Article 43(1) of the Rules of Procedure of the Court of First Instance, as well as
from the point of view of the order of the Court of Justice in Case C-174/96 P Lopes v Court of Justice
[1996] ECR I-6401.

6 The applicant and the Office submitted their observations within the period set by the Court.

Forms of order sought by the parties

7 The applicant claims that the Court should annul paragraph 3 of the operative part of the decision of the
Office's First Board of Appeal of 26 January 1999.

8 The Office contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs of the proceedings.

Admissibility

9 Under Article 111 of the Rules of Procedure of the Court of First Instance, where an action is manifestly
inadmissible, the Court may by reasoned order, without taking further steps in the proceedings, give a decision
on the action.

10 In the present case, the Court considers that it has sufficient information from the documents before it and
will give a decision pursuant to that provision.

Arguments of the parties

The applicant's arguments
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11 The applicant is a company composed of several lawyers. Under German law, the directors of a company
of that kind - who must be lawyers - may sue in the company's name.

12 The prohibition laid down in the Bundesrechtsanwaltsordnung (Federal Statute on Attorneys) according to
which lawyers may not represent an undertaking applies only to the Syndikus-Anwalt, namely the salaried
lawyer (attorney) whose function is advising the undertaking on legal questions.

13 Mr Benkelberg is neither the applicant's legal adviser nor its employee. He is, on the other hand, in his
capacity as director, part of the applicant's controlling organ.

14 In that respect, Mr Benkelberg is not prohibited, in his capacity of lawyer, from representing the applicant
in the German courts.

15 The third and fourth paragraphs of Article 17 and the first paragraph of Article 19 of the EC Statute
simply require that, before the Community judicature, the company concerned should be represented by a
lawyer who is authorised to represent it in the national courts.

16 Since Mr Benkelberg is entitled to represent the applicant in the German courts, he is also authorised to
represent it before the Community judicature.

17 The Court of Justice and the Court of First Instance are precluded from adopting any different solution
since doing so would restrict the right of German lawyers to practise their profession.

18 The applicant claims that the application complies with the requisite formalities and that the action is
admissible.

The Office's arguments

19 The rules of procedure which apply before the Community judicature can be distinguished from German
civil procedure law in that the latter expressly authorises lawyers to represent themselves in court.
Furthermore, the conditions laid down by the German regulations, which limit the right to represent third
parties where there is a conflict of interests, are not fulfilled in the present case.

20 In the case giving rise to the order in Lopes v Court of Justice, one of the parties to the proceedings and
its representative were one and the same person, which is not the case in the present instance. Here, the
applicant, a legal person, is distinct from Mr Benkelberg, a lawyer and a natural person. The fact that Mr
Benkelberg is a director of the applicant and, therefore, the controlling organ of the applicant does not affect
this analysis.

21 Mr Benkelberg's economic interests are undoubtedly the same as those of the applicant. In addition, in so
far as Mr Benkelberg is acting on behalf of the applicant in the proceedings, he may, in his capacity as its
director, give himself instructions as to the conduct of the proceedings. This does not present any obstacle so
far as the admissibility of the action is concerned.

22 The Office contends that, in this respect, the application complies with the requisite formalities and that the
action is admissible. It does, however, express some reservations as to the validity of the power of attorney
granted by the applicant to Mr Benkelberg.

Findings of the Court of First Instance

23 Under the third and fourth paragraphs of Article 17 of the EC Statute which applies to the Court of First
Instance by virtue of Article 46 of that Statute:

[...] parties must be represented by a lawyer.

Only a lawyer authorised to practise before a court of a Member State or of another State which is a party to
the Agreement on the European Economic Area may represent or assist a party before
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the Court.

24 The first paragraph of Article 19 of the EC Statute provides, in addition, that:

A case shall be brought before the Court by a written application addressed to the Registrar. The application
shall contain the applicant's name and permanent address and the description of the signatory [...]

25 Finally, according to the first paragraph of Article 43(1) of the Rules of Procedure of the Court of First
Instance:

The original of every pleading must be signed by the party's agent or lawyer.

26 Since those provisions are matters of Community law, they must be interpreted, so far as possible,
independently, without reference to national law.

27 It is apparent from those provisions and, in particular, from the use of the term represented in the third
paragraph of Article 17 of the EC Statute that, for the purposes of bringing an action before the Court of First
Instance, a party, within the meaning of that article, must use the services of a third party who must be
authorised to practise as a lawyer before a court of a Member State or of another State which is a party to
the Agreement on the European Economic Area (see the order in Lopes v Court of Justice, paragraph 11).

28 The requirement to have recourse to a third party is based on a conception of the lawyer's role as
collaborating in the administration of justice and as being required to provide, in full independence and in the
overriding interests of justice, such legal assistance as his client needs. Such a conception reflects legal
traditions common to the Member States and is also to be found in the Community legal order as is
demonstrated by, precisely, Article 17 of the EC Statute (to this effect, see Case 155/79 AM & S v
Commission [1982] ECR 1575, paragraph 24).

29 It follows that the lawyer representing the applicant, Mr Benkelberg, cannot be considered, for the purposes
of the present case, as a third party within the meaning of the order in Lopes v Court of Justice who is
independent of the applicant. Indeed, he is one of the two directors of the applicant. That means, as both
parties have pointed out, that he is the controlling organ of the applicant. In those circumstances, Mr
Benkelberg may not represent the applicant in these proceedings.

30 Consequently, since the application initiating the proceedings was signed by Mr Benkelberg, the present
action has not been brought in accordance with the third and fourth paragraphs of Article 17 of the EC
Statute, the first paragraph of Article 19 of the EC Statute or Article 43(1) of the Rules of Procedure of the
Court of First Instance.

31 It results from the above that the action must be dismissed as manifestly inadmissible.

Costs

32 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings.

33 Since the applicant has been unsuccessful, it must be ordered to pay the costs, since the Office has applied
for costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)
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hereby orders:

1. The action is dismissed as inadmissible.

2. The applicant is ordered to pay the costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2000.

Community Concepts AG v Office for Harmonisation in the Internal Market (trade marks and designs)
(OHIM).

Community trade mark - "Investorworld" - Absolute ground for refusal - Lack of distinctive character.
Case T-360/99.

Community trade mark - Definition of a Community trade mark and obtaining a Community trade mark -
Absolute grounds for refusal - Marks devoid of any distinctive character - Investorworld

(Council Regulation No 40/94, Art. 7(1)(b))

$$Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. In that regard, the word Investorworld, registration of
which has been applied for in respect of the services insurance; financial affairs; monetary affairs; real estate
affairs, is not capable of being registered as a Community trade mark since it is devoid of any distinctive
character. Investor implies that the services designated are aimed at investors. The addition to that word of
world does not add any further feature such as to render the sign as a whole capable of distinguishing the
services of the applicant from those of other undertakings. Constituted as it is, the sign merely refers to the
world of the investor, meaning that the services in question relate to anything which might be of some interest
to an investor.

(see paras 21-22, 24-25 )

In Case T-360/99,

Community Concepts AG, formerly Touchdown Gesellschaft für erfolgsorientiertes Marketing mbH, established
in Munich (Germany), represented by F. Bahr and F. Cordt-Terzi, of the Munich Bar, with an address for
service in Luxembourg at the Chambers of N. Decker, 16 Avenue Marie-Thérèse,

applicant,

v

Office for Harmonisation in the Internal Market (trade marks and designs) (OHIM), represented by A. von
Mühlendahl, Vice-President responsible for Legal Affairs, D. Schennen, Head of the Legal Affairs Service,
and E. Joly, an administrator in that service, acting as Agents, with an address for service in Luxembourg at
the office of C. Gomez de la Cruz, of the Commission's Legal Service, Wagner Centre, Kirchberg,

defendant,

APPLICATION for annulment of the decision of the third Board of Appeal of the Office for Harmonisation in
the Internal Market (trade marks and designs) of 15 October 1999 (Case R 204/1999-3) refusing registration
of the word Investorworld as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: V. Tiili, President, R.M. Moura Ramos and P. Mengozzi, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged at the Court on 24 December 1999,

having regard to the defence lodged at the Court on 6 April 2000,

further to the hearing on 5 July 2000,
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gives the following

Judgment

Background to the dispute

1 On 8 September 1998 Direkt Anlage Bank AG filed an application for registration of a Community trade
mark with the Office for Harmonisation in the Internal Market (trade marks and designs) (hereinafter the
Office).

2 The word in respect of which trade mark registration was sought was Investorworld.

3 The services covered by the application for registration relevant to this action are within class 36 (insurance;
financial affairs; monetary affairs; real estate affairs) of the Nice Agreement concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks of 15 June 1957, as
revised and amended. Application for registration of Investorworld was also made in respect of goods and
services within classes 9, 16, 35, 38 and 41 of the Nice Agreement.

4 By a decision of 22 February 1999, served on 23 February 1999, the examiner before whom the application
came refused it under Article 38 of Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11 p. 1), as amended, on the ground that the word Investorworld is
devoid of distinctive character.

5 On 23 April 1999 the applicant filed an appeal at the Office under Article 59 of Regulation No 40/94
against the examiner's decision. The appeal was remitted to the Boards of Appeal.

6 By letter of 3 September 1999 Touchdown Gesellschaft für erfolgsorientiertes Marketing mbH, the
applicant's predecessor, asked the Office to register a transfer into its name of the application for the
Community trade mark.

7 The appeal was dismissed by decision of the third Board of Appeal of 15 October 1999 (hereinafter the
contested decision) in so far as the application for registration related to services within class 36 of the Nice
Agreement. The examiner's decision of 22 February 1999 was annulled in so far as it related to goods and
services within classes 9, 16, 35, 38 and 41 of the Nice Agreement.

8 According to the contested decision, the word Investorworld is, as regards services within class 36, devoid
of distinctive character within the meaning of Article 7(1)(b) of Regulation No 40/94 and exclusively
descriptive within the meaning of Article 7(1)(c) of that regulation. The English word investor must be
understood as meaning a person who invests or makes an investment and the word world as meaning world,
universe, and also figuratively as people, society. The word world is used in this figurative sense, for
example, in the expressions business world, fashion world, the commercial world and the scientific world. The
combination of the words investor and world therefore indicates clearly, unequivocally, and in a manner that
is immediately comprehensible, at least in the English speaking parts of the European Community, the nature
and destination of the services in class 36 stated in the application in the sense of an investors' world, world
for investors, world of investors. Accordingly, the word Investorworld is devoid of any additional fanciful
element and therefore of any distinctive character.

9 The contested decision was served on 25 October 1999.

10 The Office registered the transfer of the application for the Community trade mark in question into the
name of the applicant on 4 January 2000.

Forms of order sought

11 The applicant claims that the Court should:

© An extract from a JUSTIS database



61999A0360 European Court reports 2000 Page II-03545 3

- annul the contested decision in so far as it dismissed the appeal before the Office;

- order the defendant to pay the costs, including those incurred in the proceedings before the Board of Appeal.

12 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

The application for annulment

13 The applicant essentially relies on two pleas in law in support of its application; first, infringement of
Article 7(1)(b) of Regulation No 40/94 and, secondly, infringement of Article 7(1)(c) of that regulation.

14 The Office concedes that the second plea is well founded. It none the less considers that this action should
be dismissed since, under Article 7(1)(b) of Regulation No 40/94, the fact that the word Investorworld lacks
distinctive character precludes its registration in any event.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

15 The applicant claims that the word Investorworld is ungrammatical in English and is not used in written or
spoken English. Therefore, contrary to the findings in the contested decision, it is not comparable with any
expressions such as business world, fashion world, or scientific world. The word claimed is not investment
world or investor's world, which would be linguistically accurate, but Investorworld. The word has distinctive
character because it is grammatically incorrect.

16 The fact that the language comprising the word is incorrect furthermore reflects a desire to make a double
allusion to persons. In that regard, the applicant observes that it placed exaggerated emphasis on the link with
people, first, by using the word investor instead of investment and, secondly, by adding the word world.

17 The applicant claims that the word Investorworld has a fanciful element and is therefore distinctive.
Accordingly, the absolute ground for refusal laid down in Article 7(1)(b) of Regulation No 40/94, which
relates to the situation where the sign applied for is wholly devoid of distinctive character, does not apply to
this application for registration.

18 The Office acknowledges that a minimal degree of distinctive character is sufficient for a word to be
registrable as a trade mark, but contends that the word in question does not have distinctive character. The
fact that there is no apostrophe s, as there should be in the expression Investor's world, does not suffice to
impart distinctive character to the word Investorworld. According to the Office, it is an almost unnoticeable
difference in spelling. The Office points out in that respect that it is its settled practice to refuse registration
of a sign which merely comprises a collocation of two words, neither of which is in itself capable of
protection and which should, grammatically speaking, be separated.

19 The Office considers that the word Investorworld may be interpreted figuratively to mean investors' world,
thus indicating that the services designated relate mainly to anything that might be of some interest to
investors. Accordingly, the word is devoid of distinctive character because it does not enable the undertaking
where the offer for services originates to be identified. However, a sign is distinctive precisely if it is capable
of distinguishing the goods and services of one undertaking from those of others. In this context, the Office
states that it is its practice to refuse any word comprising the word world on the one hand, and a term
describing the subject-matter to which
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the goods or services relate, or those at whom they are targeted, on the other, as in the expressions world of
music for records or the world of wine for goods related to wine.

Findings of the Court

20 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another (Case T-163/98 Procter & Gamble v OHIM, BABY-DRY [1999]
ECR II-2383, paragraph 20, and Case T-19/99 DKV v OHIM, COMPANYLINE [2000] ECR II-1, paragraph
23).

21 Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character
are not to be registered. Distinctive character is to be assessed in relation to the goods or services in respect
of which application for registration of the sign is made (COMPANYLINE, paragraph 24).

22 In this case the sign is composed exclusively of the terms investor and world both of which are common
in English speaking countries. Investor implies that the services designated are aimed at investors and fall
within class 36 (see paragraph 3 above). The addition to that word of world does not add any further feature
such as to render the sign capable of distinguishing the services of the applicant from those of other
undertakings as a whole (BABY-DRY, paragraph 27, and COMPANYLINE, paragraph 26). Constituted as it
is, the sign merely refers to the world of the investor, meaning, as the Office rightly observes, that the
services in question relate to anything which might be of some interest to an investor.

23 The fact that the word Investorworld is not grammatically correct and therefore does not exist in English
in no way alters the above findings (COMPANYLINE, paragraph 26).

24 Accordingly, the sign Investorworld is devoid of distinctive character in relation to services within class 36
of the Nice Agreement.

25 It follows that the Board of Appeal rightly decided that under Article 7(1)(b) of Regulation 40/94 the word
Investorworld is not capable of constituting a Community trade mark in respect of such services.

26 As is clear from Article 7(1) of Regulation No 40/94, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal applies (see BABY-DRY,
paragraph 29 and COMPANYLINE, paragraph 30). Accordingly, the application must be dismissed.

Costs

27 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, it must be ordered to pay the costs, as applied for by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

Deutsche Krankenversicherung AG (DKV) v Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (OHIM).

Community trade mark - Word mark "EuroHealth" - Absolute ground for refusal - Article (7)(1)(b)
and (c) of Regulation (EC) No 40/94.

Case T-359/99.

1. Community trade marks - Definition and acquisition of the Community trade mark - Absolute grounds for
refusing registration - Marks composed exclusively of signs or indications which may serve to designate the
characteristics of a product - EuroHealth

(Council Regulation No 40/94, Art. 7(1)(c))

2. Community trade marks - Definition and acquisition of the Community trade mark - Application for
registration of a sign in respect of all the services falling within a single category - Refusal of application by
examiner - Assessment by the Board of Appeal of the absolute grounds for refusal relating to those services
as a whole

(Council Regulation No 40/94, Arts 7 and 38)

3. Community trade marks - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Lack of distinctiveness of the sign and descriptive character thereof - Independent analysis

(Council Regulation No 40/94, Art. 7(1)(b) and (c))

1. So far as concerns registration of the word EuroHealth as a Community trade mark in respect of services
falling within the category of insurance, that word may serve, in the English-speaking areas of the
Community, to designate a specific category of insurance services, namely health insurance services which can
be offered at the European level. The word thus allows the relevant section of the public to establish
immediately and without further reflection a definite and direct association with the health insurance services
which fall within the category of insurance. Accordingly, registration of the word EuroHealth in respect of
insurance services may be refused on the basis of Article 7(1)(c) of Regulation No 40/94 on the Community
trade mark.

As regards registration of the same word, EuroHealth, sought in respect of services falling within the category
of financial affairs, the association between the semantic content of the sign, that is to say health in Europe,
on the one hand, and the services in question, on the other, is not sufficiently concrete and direct to
demonstrate that that sign enables the target consumers to identify those services immediately and that it is
therefore descriptive of such services. Accordingly, the relationship between the word EuroHealth and the
financial services concerned is too indeterminate and vague to be caught by the prohibition laid down in
Article 7(1)(c) of Regulation No 40/94.

(see paras 26-27, 36-37 )

2. Where registration of a sign as a Community trade mark is sought in respect of all services falling within a
single category without distinguishing between them, the assessment of the Board of Appeal of the Office for
Harmonisation in the Internal Market (trade marks and designs) which is called upon to hear and determine an
appeal against the refusal, under Article 38 of Regulation No 40/94 on the Community trade mark, by the
examiner to register the sign must relate to those services as a whole.

(see para. 33 )

3. Even if it were to be accepted that the elements capable of establishing the two absolute grounds
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of refusal to register a mark set out in Article 7(1)(b) and (c) of Regulation No 40/94 on the Community
trade mark, namely lack of distinctiveness of the sign and descriptive character thereof, could overlap with
each other to some extent, it is none the less true that each of those grounds has its own sphere of application
and that they must, therefore, be subject to an independent analysis.

(see para. 48 )

In Case T-359/99,

Deutsche Krankenversicherung AG (DKV), established in Cologne (Germany), represented by S. von
Petersdorff-Campen, lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and S. Bonne, acting as Agents, with an address for service in Luxembourg,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 15 October 1999 (Case R 19/1999-1), concerning the
registration of the word mark EuroHealth as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Court Registry on 24 December 1999,

having regard to the response lodged at the Court registry on 21 March 2000,

and further to the hearing on 30 November 2000,

gives the following

Judgment

Costs

51 Under Article 87(3) of the Rules of Procedure, the Court may rule that each party is to bear its own costs
where each party succeeds on some and fails on other heads. In this case, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber),

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 15 October 1999 (Case R 19/1999-1) in so far as it concerns services falling
within the category of financial affairs;

2. Dismisses the remainder of the appeal;

3. Orders the parties to bear their own costs.
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Background to the dispute

1 On 26 June 1996, the applicant filed an application for a Community word mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The trade mark in respect of which registration was sought was the term EuroHealth.

3 The services in respect of which registration was sought were in class 36 of the Nice Agreement concerning
the International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended, and correspond to the following description: insurance and financial
affairs.

4 By decision of 13 November 1998, the examiner refused the application under Article 38 of Regulation No
40/94, on the ground that the word in question was devoid of distinctive character.

5 On 6 January 1999, the applicant appealed to the Office against the examiner's decision under Article 59 of
Regulation No 40/94.

6 The appeal was dismissed by decision of the First Board of Appeal of 15 October 1999 (hereinafter the
contested decision), which was served on the applicant on 25 October 1999.

7 The Board of Appeal took the view that, although the examiner's decision was based only on Article 7(1)(b)
and (2) of Regulation No 40/94, Article 7(1)(c) of Regulation No 40/94 was also applicable in the present
case.

Forms of order sought by the parties

8 The applicant claims that the Court should:

- alter the contested decision and order the Office to publish the word EuroHealth in the Community Trade
Marks Bulletin as a Community trade mark for the services in Class 36 referred to in the application;

- in the alternative, annul the contested decision.

- order the Office to pay the costs.

9 The Office contends that the Court should:

- dismiss the principal claim as inadmissible;

- order the applicant to pay the costs.

The claim for an order requiring the Office to publish the application for EuroHealth as a Community trade
mark

10 The applicant asks the Court to issue directions to the Office requiring it to publish the application for the
trade mark concerned in the Community Trade Marks Bulletin pursuant to Article 40 of Regulation No 40/94.

11 Under Article 63(6) of Regulation No 40/94, the Office is to take the necessary measures to comply with
the judgment of the Court of Justice. Accordingly, the Court of First Instance is not entitled to issue directions
to the Office. It is for the latter to draw the consequences of the operative part of this judgment and the
grounds on which it is based (Case T-163/98 Procter & Gamble v OHIM (BABY-DRY) [1999] ECR II-2383,
paragraph 53). The claim is therefore inadmissible in this respect.

The claims that the contested decision should be altered or, in the alternative, annulled, on the
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ground of infringement of Article 7(1) of Regulation No 40/94

Plea in law alleging infringement of Article 7(1)(c) of Regulation No 40/94

Arguments of the parties

12 The applicant claims that the words of which the word EuroHealth consists, as well as that word itself, as
such, may give rise to numerous interpretations, requiring none the less some intellectual deductions.

13 The applicant then affirms that the requirement of availability, which underlies, in its view, Article 7(1)(c)
of Regulation No 40/94, must actually exist. However, the contested decision is based on an abstract
assessment of the requirement of availability which makes it more likely that applications for trade marks will
be rejected on purely speculative grounds.

14 Moreover, according to the applicant, the Office has not taken into account, in the contested decision,
Article 12(b) of Regulation No 40/94, which has as its purpose to ensure that a sign, consisting of an
abbreviated or altered form of a descriptive indication, may be registered, without those who might use the
indication in issue having to fear such usage being challenged by the proprietor of the Community trade mark.

15 The applicant further claims that the Office has not taken account of the practice of national trade mark
offices of the Member States and, in particular, of the national offices of the English-speaking parts of the
Community, namely Ireland and the United Kingdom, which have registered large numbers of trade marks
containing the term Euro. At the same time, the Office's search reports show that national offices register as
trade marks word marks in which, as in the sign in issue, the element Euro is associated with descriptive
indications.

16 The Office, for its part, contends that it is sufficient for just one meaning of the word EuroHealth to be
descriptive for the target consumer for that sign to be barred from registration. According to the Office, the
word EuroHealth only conveys the descriptive meaning already possessed by the two elements of which it is
composed.

17 So far as concerns the requirement of availability, the Office points out that it is not based on Article 7(1)
of Regulation No 40/94 at all. The grounds for refusal in the present case are, rather, based on the fact that
the sign in issue does not constitute a mark.

18 As regards Article 12(b) of Regulation No 40/94, the Office states that it concerns the extent of the
protection afforded by registration of a Community trade mark and is relevant only in the context of actions
for infringement.

19 So far as concerns the registration of other marks with the prefix Euro, the Office points out that they do
not constitute the subject-matter of the present proceedings and the search reports are not intended to produce
information useful to the examination of absolute grounds for refusal.

20 Finally, the Office observes that, in the contested decision, the appeal was dismissed on the basis of the
meaning of the word EuroHealth in English, the First Board of Appeal having thus found that a ground for
refusal obtained in the English-speaking parts of the Community.

Findings of the Court

21 Under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered.

22 The intention of the legislature was therefore that - subject to Article 7(3) of Regulation
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No 40/94 - such signs should, by virtue of their purely descriptive nature, be considered incapable of
distinguishing the services of one undertaking from those of another. By contrast, signs or indications whose
meaning goes beyond the exclusively descriptive character are capable of being registered as Community trade
marks.

23 Moreover, it is settled case-law that the absolute grounds for refusal set out in Article 7(1)(c) of
Regulation No 40/94 can be assessed only in relation to the goods or services in respect of which registration
of the sign is applied for (see Case T-135/99 Taurus-Film v OHIM (Cine Action) [2001] ECR II-379,
paragraph 25, and Case T-136/99 Taurus-Film v OHIM (Cine Comedy) [2001] ECR II-397, paragraph 25).

24 Furthermore, Article 7(2) of Regulation No 40/94 provides that paragraph 1 shall apply notwithstanding
that the grounds of non-registrability obtain in only part of the Community.

25 However, in the present case, the Board of Appeal stated that, in the word EuroHealth, the term Health
may be generally understood, in the business circles concerned, as designating, as such, a sector or a branch
of insurance, namely health insurance. So far as concerns the term Euro, the Board of Appeal takes the view
that it is equivalent to the adjective European. Moreover, the fact of adding the prefix Euro to the term Health
does not add any further feature such as to remove from the sign as a whole its purely descriptive character
with regard to health insurance services.

26 It must be observed first of all that the Board of Appeal held, rightly, that the word EuroHealth may
serve, in the English-speaking areas of the Community, to designate a specific category of insurance services,
namely health insurance services which can be offered at the European level. As the Board of Appeal found,
in those areas at least, the term Health is purely descriptive of health insurance services and the prefix Euro
only indicates the European character of the services concerned. Moreover, there is nothing to suggest that the
combination of the prefix Euro with the noun Health confers on the word EuroHealth an additional element as
a result of which it no longer has a purely descriptive character in relation to health insurance services which
can be offered at the European level.

27 It follows that the word EuroHealth allows the relevant section of the public to establish immediately and
without further reflection a definite and direct association with the health insurance services which fall within
the category of insurance referred to in the application for registration in question. In the present case, the
relevant section of the public is deemed to be the average, reasonably well-informed and reasonably observant
and circumspect English-speaking consumer of insurance services (see, to that effect, Case C-342/97 Lloyd
Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26).

28 Moreover, it must be observed that Article 12 of Regulation No 40/94 concerns limits on the right
conferred by a Community trade mark on its proprietor, in business. Despite the apparent relationship between
Article 7(1)(c) and Article 12(b), the latter provision does not have a decisive bearing on the interpretation of
the absolute ground for refusal laid down in Article 7(1)(c) of Regulation No 40/94 (see, to that effect, Joined
Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, paragraph 28). Consequently, the
scope of Article 12(b) of Regulation No 40/94 does not undermine the analysis, set out above, of the
application, in the present case, of Article 7(1)(c) of Regulation No 40/94.

29 As to the applicant's argument that the national trade mark offices of Ireland and the United Kingdom have
registered numerous trade marks containing the term Euro, it must be borne in mind that the purpose of the
Community trade mark is, according to the first recital in the preamble to Regulation No 40/94, to enable
products and services of undertakings to be distinguished by
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identical means throughout the entire Community, regardless of frontiers, and that registrations already made
in the Member States are a factor which may only be taken into consideration, without being given decisive
weight, for the purposes of registering a Community trade mark (Case T-122/99 Procter & Gamble v OHIM
(Soap bar shape) [2000] ECR II-265, paragraphs 60 and 61, and Case T-32/00 Messe München v OHIM
(electronica), not yet published in the ECR, paragraphs 45 and 46).

30 Thus, although the Office may take guidance, as necessary, from national practices, it none the less follows
from the foregoing that the Board of Appeal was not required to make a decision, in the present case, in
accordance with any national practices, as indicated by the applicant.

31 As regards the applicant's argument relating to the Office's search reports, it must be borne in mind that
those reports, mentioned in Article 39 of Regulation No 40/94, have as their sole purpose to inform the
applicant for a Community trade mark, in a non-exhaustive manner, whether there are any conflicts with
regard to relative grounds for refusal. As the Office has rightly stated, those reports are not intended to
produce information useful to the examination of absolute grounds for refusal.

32 In those circumstances, it must be concluded that the applicant has not put forward any argument capable
of justifying the annulment of the contested decision, in so far as that decision confirmed the refusal to
register the word EuroHealth on account of its purely descriptive character so far as concerns health insurance
services.

33 Since the applicant sought registration of the sign at issue in respect of all services falling within the
category of insurance without distinguishing between them, it is appropriate to confirm the assessment of the
Board of Appeal in so far as it relates to those services as a whole.

34 So far as concerns financial affairs services, the Board of Appeal held, in the contested decision, that the
word EuroHealth could be used, in the English-speaking areas of the Community, as a directly descriptive
indication of financial services for building up suitable funds to supplement or replace health insurance.

35 In that regard, it is not apparent from the statement of reasons contained in the contested decision that the
relevant section of the public would immediately and without further reflection make a definite and direct
association between the word EuroHealth and financial services.

36 In order to arrive at the abovementioned conclusion, the Board of Appeal indicated, in paragraph 19 of the
contested decision, that financial services, especially measures for building up funds such as savings and
investment plans, are often proposed as a way of covering risks of sickness and loss of income due to illness.
In support of that view, it referred to the trend observed Europe-wide for medical cover to move away from
the public sector towards the private sector. However, that reasoning does not demonstrate that the word
EuroHealth may serve to designate, in the mind of the average English-speaking consumer, the characteristics
typical of certain financial services, but rather gives a thorough analysis of why certain consumers are
prompted to use them. Thus, the association established by the Board of Appeal between the semantic content
of the sign, that is to say health in Europe, on the one hand, and the services in question, on the other, is not
sufficiently concrete and direct in order to demonstrate that that sign enables the target consumers to identify
those services immediately and that it is therefore descriptive of such services.

37 Accordingly, the evocation of the services falling within the category of financial affairs or of one of their
properties, which the sign at issue might convey to the notice of the relevant section of the public, is at the
very most indirect. It follows that the relationship between the word EuroHealth and the financial services
concerned, as described by the Board of Appeal in the contested decision, is too indeterminate and vague to
be caught by the prohibition laid down in Article 7(1)(c) of Regulation No 40/94.
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38 It follows from the foregoing considerations that the Board of Appeal was wrong to hold that the word
EuroHealth consisted exclusively of signs descriptive of financial affairs and that it is therefore appropriate to
annul, to that extent, the contested decision.

The plea in law alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

39 The applicant submits that lack of distinctiveness, a ground for refusal provided for in Article 7(1)(b) of
Regulation No 40/94, cannot be proved by the fact that the ground for refusal provided for in Article 7(1)(c)
of that regulation has been established. The scheme of those provisions precludes an assessment of
distinctiveness by means of criteria which only concern descriptiveness.

40 The applicant points out, moreover, that the sign at issue presents the additional elements necessary in
order to constitute a distinctive sign, on account, in particular, of the abbreviations of its constitutive elements
as well as of the combination of those abbreviations. According to the applicant, the word EuroHealth is an
artificially created word which, furthermore, is not listed in any dictionary.

41 The Office maintains, for its part, that the contested decision is based on grounds which have overlapping
consequences. According to the Office, a term describing exclusively the type or intended use of goods does
not enable them to be distinguished from the goods of other undertakings. The fact that the word EuroHealth
is not listed in any dictionary is not decisive, since the principal test is that it should be understood in the
commercial circles targeted.

42 The Office submits, finally, so far as concerns the lack of distinctiveness as regards financial services, that,
in the contested decision, it is pointed out that some of those services, such as savings plans, are also
intended to serve as protection against risks of sickness. Moreover, there has been a measure of
interpenetration between the insurance and financial services markets.

Findings of the Court

43 According to Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive
character are not to be registered.

44 It must be recalled, next, that it is apparent from Article 7(1) of Regulation No 40/94 that it is sufficient
for one of the absolute grounds for refusal to apply for the sign to be ineligible for registration as a
Community trade mark (BABY-DRY, cited above, paragraph 29).

45 Since the Court has found that the Board of Appeal was not wrong in holding that the word EuroHealth
was purely descriptive in the English-speaking areas of the Community so far as concerns insurance services,
it is appropriate, for the purposes of the present dispute, to rule only on the merits of the absolute ground for
refusal based on the fact that the sign in issue is devoid of any distinctive character so far as financial
services are concerned.

46 Even though the contested decision refers formally to Article 7(1)(b) and (c) of Regulation No 40/94, it is,
in actual fact, explained only in relation to subparagraph (c). In paragraph 18 of the contested decision, the
lack of distinctiveness of the word EuroHealth is deduced only from its descriptive character. According to the
Board of Appeal, because of the descriptive character of the sign in relation to the services referred to in the
application for the trade mark, the sign is also devoid of any distinctive character. It follows that the Board of
Appeal has not set out the least independent reasoning relating to the application of Article 7(1)(b) of
Regulation No 40/94.

47 However, it has been found above that the Board of Appeal was wrong to consider that the word
EuroHealth was composed exclusively of signs descriptive of the financial services concerned. It

© An extract from a JUSTIS database



61999A0359 European Court reports 2001 Page II-01645 8

follows that it cannot be held that, so far as those services are concerned, this word is thereby incapable of
distinguishing the services concerned of one undertaking from those of another.

48 Even if it were to be accepted that the elements capable of establishing the two absolute grounds of refusal
in issue could overlap with each other to some extent, it is none the less true that each of those grounds has
its own sphere of application (see, to that effect, Case T-345/99 Harbinger Corporation v OHIM
(TRUSTEDLINK) [2000] ECR II-3235, paragraph 31). However, in the absence of any independent analysis
whatever relating to the application of Article 7(1)(b) of Regulation No 40/94 in the contested decision, it is
appropriate to annul that decision also for infringement of Article 7(1)(b), so far as financial services are
concerned.

49 In those circumstances, the contested decision must be annulled rather than altered so that the Office may
take the measures necessary to comply with the present judgment, pursuant to Article 63(6) of Regulation No
40/94.

50 In light of all the foregoing considerations, the contested decision must be annulled so far as the services
falling within the category of financial affairs are concerned and, as to the remainder, the claims for alteration
or annulment must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2001.

Telefon & Buch VerlagsgmbH v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Word marks UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS - Absolute grounds for refusal - Descriptive

character - Article 7(1)(c) of Regulation (EC) No 40/94.
Joined cases T-357/99 and T-358/99.

Community trade marks - Definition and acquisition of the Community trade mark - Absolute grounds for
refusing registration - Marks composed exclusively of signs or indications which may serve to designate the
characteristics of a product - Word marks UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS

(Council Regulation No 40/94, Art. 7(1)(c))

$$The signs mentioned in Article 7(1)(c) of Regulation No 40/94 on the Community trade mark are signs
which exclusively define or indicate the goods or services in issue by reference to their nature, properties,
qualities or their intended use and which are regarded as incapable of performing the essential function of a
mark, namely that of identifying the origin of the goods or services, thus enabling the consumer who acquired
them to repeat the experience, if it proves to be positive, or to avoid it, if it proves to be negative, on the
occasion of a subsequent acquisition. The signs UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS cannot constitute a Community trade mark for recorded
memory media for data processing installations and apparatus, in particular CD-ROMs; printed matter,
reference works; publishing services, in particular the publication of texts, books, magazines, newspapers; and
editing of written texts since they enable members of the public concerned, in the present case the average
German-speaking consumer who is reasonably well informed and reasonably observant and circumspect, to
establish immediately and without further reflection a concrete and direct association with the goods and
services covered by the applications for registration of the disputed trade marks.

(see paras 23, 25-31 )

In Joined Cases T-357/99 and T-358/99,

Telefon & Buch VerlagsgmbH, established in Salzburg (Austria), represented by H.G. Zeiner and B.
Heaman-Dunn, lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by S. Bonne,
A. von Mühlendahl and E. Joly, acting as Agents, with an address for service in Luxembourg,

defendant,

APPLICATION for annulment of two decisions of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 21 October 1999 in Cases R 351/1999-3 and R
352/1999-3 refusing registration of the words UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS as Community trade marks,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),
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composed of: P. Mengozzi, President, V. Tiili and R.M. Moura Ramos, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the written procedure and further to the hearing on 8 March 2001,

gives the following

Judgment

1 By letter of 28 January 1997, the applicant filed two applications for a Community trade mark at the Office
for Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office) under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 The words in respect of which trade mark registration was sought are UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS.

3 The goods and services covered by the two applications for registration referred to above fall within classes
9, 16, 41 and 42 of the Nice Agreement concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and correspond, for each
of those classes, to the following description:

Class 9: Scientific, nautical, surveying, electric, photographic, cinematographic, optical, weighing, measuring,
signalling, checking (supervision), life-saving and teaching apparatus and instruments; apparatus for recording,
transmission or reproduction of sound or images; magnetic data carriers and recorded memory media for data
processing installations and apparatus, in particular tapes, discs, CD-ROMs; sound recording discs; automatic
vending machines and mechanisms for coin-operated apparatus; cash registers, calculating machines, data
processing equipment and computers; fire-extinguishing apparatus.

Class 16: Paper, cardboard and goods made from these materials, not included in other classes; printed matter,
reference works, classified directories; bookbinding material; photographs; stationery; adhesives for stationery
or household purposes; artists' materials; paint brushes; typewriters and office requisites (except furniture);
instructional and teaching material (except apparatus); plastic materials for packaging (not included in other
classes); playing cards; printers' type; printing blocks.

Class 41: Publishing services, in particular the publication of texts, books, magazines, newspapers.

Class 42 Editing of written texts.

4 By communications of 2 March 1998, the Office examiner informed the applicant that the words concerned
appeared to him not to be registrable because they were merely descriptive, within the meaning of Article
7(1)(c) of Regulation No 40/94, and devoid of distinctive character within the meaning of Article 7(1)(b) of
the same regulation, in respect of the following goods and services: recorded memory media for data
processing installations and apparatus, in particular tapes, discs, CD-ROMs (class 9); printed matter, reference
works (class 16); publishing services, in particular the publication of texts, books, magazines, newspapers
(class 41); editing of written texts (class 42).

5 By decisions of 23 April 1999, the examiner refused the applications with regard to the goods and services
mentioned in the preceding paragraph, under Article 38 of Council Regulation (EC) No 40/94, on the grounds
indicated in his communications of 2 March 1998.

6 On 23 June 1999, the applicant filed an appeal at the Office under Article 59 of Regulation No 40/94
against each of the examiner's two decisions refusing its applications in part.
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7 The appeals were dismissed by two decisions of the Third Board of Appeal of 21 October 1999 (the
contested decisions), notified to the applicant on 26 October 1999.

8 Essentially, the Board of Appeal held that the words in issue were, as regards the goods and services
concerned, descriptive in the German-speaking areas of the Community and devoid of distinctive character.

Forms of order sought by the parties

9 The applicant claims that the Court should:

- amend the contested decisions to the effect that no ground of refusal under Article 7(1)(b) and (c) of
Regulation No 40/94 precludes registration as Community trade marks of the words
UNIVERSALTELEFONBUCH and UNIVERSALKOMMUNIKATIONSVERZEICHNIS;

- alternatively, annul the contested decisions;

- order the Office to pay the costs.

10 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

11 In support of its action the applicant pleads infringement of Article 7(1)(b) and (c) of Regulation No
40/94. It is appropriate in this instance to consider first the alleged infringement of Article 7(1)(c) of that
regulation.

Arguments of the parties

12 The applicant points to the wording of Article 7(1)(c) of Regulation No 40/94 and submits that the words
in issue are registrable because they are not exclusively descriptive within the meaning of the article in
question.

13 The applicant claims that the consumer must force himself to make a certain intellectual effort in order to
transform the message contained in the disputed words into a rational indication, in view, in particular, of
their length.

14 The applicant maintains that each of the two words in question are composed of a combination of words
which constitute a new word, devoid of any obvious meaning. It maintains that, in view of the many possible
interpretations of each of those words, their constitutive elements cannot confer on them an exclusively
descriptive character.

15 Moreover, there is no requirement of availability in the present case, since no competitor has to use the
word combinations UNIVERSALTELEFONBUCH and UNIVERSALKOMMUNIKATIONSVERZEICHNIS.
Potential competitors will not be deprived of the right to use similar descriptive terms referring to the category
or properties of their products and services in an original form, without having any need to use the words in
issue in view of their length and their somewhat harsh sound.

16 The applicant also points out that the Office acknowledges that those words are neologisms. They cannot
therefore be considered to be generic signs since, as neologisms, they are unknown to the consumer.
Furthermore, according to the applicant, there is nothing to indicate that, in the future, the signs in issue will
be used as descriptive indications.

17 The applicant concludes that the contested decisions are unfounded in law and that they are not in
accordance with the Office's practice in its decisions.
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18 The Office submits that the ratio legis of the ground of refusal under Article 7(1)(c) of Regulation No
40/94 is not the need to reserve certain terms for free competition. It contends that, through that provision, the
legislature refused registration for signs which are exclusively descriptive because its intention was that such
signs should, by their very nature, be regarded as incapable of distinguishing the goods of one undertaking
from those of another.

19 The Office contends that the construction placed on Article 7(1)(c) of Regulation No 40/94 by the Board
of Appeal is in accordance with both the spirit and the letter of that provision and that the principles
governing the examination of the descriptive character of the words in issue were correctly applied.

20 The Office states that the term UNIVERSAL means universal, vast and voluminous and that, in relation to
the goods and services concerned, it defines and reinforces the words TELEFONBUCH (telephone directory)
and KOMMUNIKATIONSVERZEICHNIS (communications directory), contained in each of the words in issue
respectively. Moreover, the applicant does not, according to the Office, substantiate its argument that those
words are open to various interpretations since it does not give any examples of possible meanings of those
words other than those indicated by the Office.

21 The Office submits that the combinations of terms effected are not unusual or contrary to the rules of
German grammar. Moreover, the alleged length and difficulties of pronunciation of the words in issue,
invoked by the applicant, do not constitute a bar to understanding their sense immediately, since
German-speaking consumers are used to words as long as those. The Office concludes that the words in issue
were correctly analysed as being exclusively descriptive. Further, the Office disputes the claim made by the
applicant that the contested decisions are not in accordance with its practice in its decisions.

Findings of the Court

22 Under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered.

23 The signs mentioned in Article 7(1)(c) of Regulation No 40/94 are signs which exclusively define or
indicate the goods or services in issue by reference to their nature, properties, qualities or their intended use
and which are regarded as incapable of performing the essential function of a mark, namely that of identifying
the origin of the goods or services, thus enabling the consumer who acquired them to repeat the experience, if
it proves to be positive, or to avoid it, if it proves to be negative, on the occasion of a subsequent acquisition.

24 The absolute ground of refusal laid down in Article 7(1)(c) of Regulation No 40/94 must be assessed in
relation to the goods or services in respect of which registration of the sign is applied for (see T-163/98
Procter & Gamble v OHIM, BABY-DRY [1999] ECR II-2383, paragraphs 20 and 21).

25 In the present case, it is necessary to examine the possibly descriptive character of the words
UNIVERSALTELEFONBUCH and UNIVERSALKOMMUNIKATIONSVERZEICHNIS by reference to
recorded memory media for data processing installations and apparatus, in particular tapes, discs, CD-ROMs
(class 9), to printed matter, reference works (class 16), to publishing services, in particular the publication of
texts, books, magazines, newspapers (class 41), and to editing of written texts (class 42).

26 Recorded memory media for data processing installations and apparatus, in particular tapes,
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discs, CD-ROMs and printed matter, reference works cover various types of goods suitable for containing,
either on electronic media or on paper, telephone or communications directories. Publishing services, in
particular the publication of texts, books, magazines, newspapers, and editing of written texts concern the
creation and drawing-up of the aforementioned goods and, in particular, of those goods on paper which fall
within class 16 within the meaning of the Nice Agreement.

27 The words UNIVERSALTELEFONBUCH and UNIVERSALKOMMUNIKATIONSVERZEICHNIS mean,
in German, universal telephone directory and universal communications directory, respectively. Those two
words are constructed correctly, according to the rules of grammar of the German language, and made up of
common German terms.

28 The combination of the words telefonbuch and kommunikationsverzeichnis may be regarded as descriptive
of the goods and services in issue, since they describe the category of those goods and the intended use of
those services. It must next be determined whether, by adding the adjective universal, the words in issue must
be regarded as exclusively descriptive of telephone or communications directories intended for universal use or
whether, in contrast, that adjective provides an additional element which renders inapplicable the ground of
refusal laid down in Article 7(1)(c) of Regulation No 40/94.

29 As the Court of Justice held with regard to indications capable of designating the geographical origin of
goods in its judgment in Joined Cases C-108/97 and C-109/97 Windsurfing Chiemsee [1999] ECR I-2779,
paragraphs 30 and 31, it must be determined whether a descriptive sign is currently associated in the mind of
the relevant class of persons with the category of goods concerned, or whether it is reasonable to assume that
such an association may be established in the future.

30 Even if universal telephone or communications directories, containing worldwide data, are not currently
available on the market, it is very likely that they will exist in the near future, either on paper or on
electronic media. In any event, the words UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS may, even now, designate directories which cover or
which claim to cover universally, that is to say exhaustively, either the whole of a territory (regional, national
or supranational) or a whole sector (professional or social).

31 Thus, it follows from the foregoing that the words UNIVERSALTELEFONBUCH and
UNIVERSALKOMMUNIKATIONSVERZEICHNIS enable members of the public concerned, in the present
case the average German-speaking consumer who is reasonably well informed and reasonably observant and
circumspect, to establish immediately and without further reflection a concrete and direct association with the
goods and services covered by the applications for registration of the disputed trade marks. Furthermore, the
fact that those words are neologisms in no way affects that assessment.

32 As for the applicant's claim that the contested decisions are not in accordance with the Office's practice in
its decisions, it is sufficient to observe that the applicant has not demonstrated that the practice to which it
refers concerned signs or situations comparable to those of the present case.

33 It follows from all the foregoing that the Board of Appeal rightly found that the words
UNIVERSALTELEFONBUCH and UNIVERSALKOMMUNIKATIONSVERZEICHNIS, in the
German-speaking areas of the Community, were purely descriptive in nature with regard to the goods and
services in respect of which the registration was refused under Article 7(1)(c) and (2) of Regulation No 40/94.

34 Accordingly, the applications seeking the amendment or, in the alternative, the annulment of the contested
decisions must be dismissed pursuant to Article 7(1)(c) of Regulation No 40/94.

35 It must be borne in mind that it is clear from Article 7(1) of Regulation No 40/94, that it is sufficient for
one of the absolute grounds for refusal to apply for the sign to be ineligible
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for registration as a Community trade mark (BABY-DRY, cited above, paragraph 29). Since the Court has
held above that the ground for refusal laid down in Article 7(1)(c) of Regulation No 40/94 was to be applied
in the present case, there is no need to rule on the plea in law alleging infringement of Article 7(1)(b) of the
same regulation.

36 It must be concluded, in the light of all the foregoing considerations, that the two applications must be
dismissed.

Costs

37 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it must
be ordered to pay the costs of the Office, as applied for by the latter.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Dismisses the applications;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2000. Harbinger Corporation v Office

for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM). Community trade mark
- The term TRUSTEDLINK - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.

Case T-345/99.

Community trade mark - Definition of a Community trade mark and obtaining a Community trade mark -
Absolute grounds for refusal - Marks devoid of any distinctive character - TRUSTEDLINK

(Council Regulation No 40/94, Art. 7(1)(b))

$$Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. In that regard, the term TRUSTEDLINK, registration of
which has been applied for in respect of electronic commerce services and other related goods and services, is
not capable of being registered as a Community trade mark since it is devoid of any distinctive character. The
sign in question is made up of two words, one of which is generic and merely designates an essential
technical feature of electronic commerce and the second of which indicates the desired quality thereof, in this
case reliability. Coupling them together without any graphic or semantic modification does not imbue them
with any additional characteristic such as to render the sign, taken as a whole, capable of distinguishing the
goods and services of one undertaking from those of other undertakings.

(see paras 36-38 )

In Case T-345/99,

Harbinger Corporation, established in Atlanta, Georgia (United States of America), represented by R. Collin,
M.-C. Mitchell and E. Logeais, of the Paris Bar, with an address for service in Luxembourg at the Chambers
of Decker and Braun, 16 Avenue Marie-Thérèse,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by J.
Miranda de Sousa, Head of the Coordination Service in the Legal Department, and A. Di Carlo, of the same
department, acting as Agents, with an address for service in Luxembourg at the office of C. Gomez de la
Cruz, of the Legal Service of the Commission, Wagner Centre, Kirchberg,

defendant,

APPLICATION for annulment of the decision of 17 September 1999 of the Third Board of Appeal of the
Office for Harmonisation in the Internal Market (Trade Marks and Designs) (Case R 163/1998-3) refusing the
registration of the term TRUSTEDLINK as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: V. Tiili, President, R.M. Moura Ramos and P. Mengozzi, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged at the Registry of the Court on 2 December 1999,

having regard to the response lodged at the Registry of the Court on 25 February 2000,

further to the hearing on 4 May 2000,

© An extract from a JUSTIS database



61999A0345 European Court reports 2000 Page II-03525 2

gives the following

Judgment

Costs

51 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must be ordered to pay the costs, as applied for by the defendant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

Background to the dispute

1 On 29 March 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office).

2 The sign in respect of which the application was made is the term TRUSTEDLINK.

3 In the terms of the application filed by the applicant on 29 March 1996, the goods and services in respect
of which registration was sought came under the following classes within the meaning of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended:

Class 9: Computer software for electronic commerce including electronic document, financial electronic
document, file, and transaction interchanges; e-forms and e-mail communication software; network and internet
tools; network, internet and database access programs, internet and network application programs; and internet
and network agent programs;

Class 35: Business consulting services for using electronic commerce technologies and services; technical
consulting services for electronic commerce technologies and services (help in the working or management of
the business affairs or commercial functions of an industrial or commercial enterprise);

Class 38: Software integration services for integrating corporate application systems with electronic commerce
technologies and services; communication services for communicating electronic documents, financial electronic
documents, files and transaction messages in electronic documents, financial electronic documents, files and
transaction messages in electronic commerce;

Class 41: Education services for electronic commerce technologies and services;

Class 42: Services for assisting organisations in deploying, expanding or managing electronic commerce
technologies and services; technical consulting services for electronic commerce technologies and services, not
as direct aid in the operations or functions of a commercial undertaking; computer programming; computer
programming for software integration for integrating corporate application systems with electronic commerce
technologies and services.

4 By decision of 18 August 1998, the examiner refused the application under Article 38 of Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended, on the ground that the sign TRUSTEDLINK was devoid of any distinctive character.

5 On 8 October 1998, the applicant filed at the Office an appeal against the examiner's decision,
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under Article 59 of Regulation No 40/94.

6 The appeal was submitted to the examiner for interlocutory revision under Article 60 of Regulation No
40/94.

7 On 6 November 1998, the appeal was remitted to the Third Board of Appeal.

8 The appeal was dismissed by decision of 17 September 1999 (hereinafter the contested decision) on the
ground that the term TRUSTEDLINK is devoid of any distinctive character in relation to the goods and
services concerned.

Forms of order sought by the parties

9 The applicant claims that the Court should:

- reverse or annul the contested decision;

- order that the application for a Community trade mark be referred back to the Office to be published in
accordance with Article 40 of Regulation No 40/94;

- in the alternative, hold that the term TRUSTEDLINK is in conformity with Article 7 of Regulation No
40/94 in respect of the following goods and services:

- business consulting services;

- technical consulting services;

- education services;

- computer programming;

- in that case, after reversing the contested decision, order that the application for a Community trade mark be
referred back to the Office to be published in accordance with Article 40 of Regulation No 40/94 in respect
of those goods and services;

- order the Office to pay the costs.

10 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

11 In the course of the hearing, the applicant withdrew the heads of claim which had been put forward both
principally and in the alternative that the application for a Community trade mark be referred back to the
Office to be published in accordance with Article 40 of Regulation No 40/94, and the Court took formal note
of that withdrawal.

Law

12 In support of its claims, the applicant relies on two pleas in law alleging, first, infringement of Article
7(1)(b) of Regulation No 40/94 and, second, breach of the obligation to give a proper statement of reasons.

The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

13 The applicant claims that the Board of Appeal erred in law in concluding that the term TRUSTEDLINK is
not capable of distinguishing the applicant's goods and services from those of other undertakings.

14 According to the applicant, the various absolute grounds for refusal provided for in Article 7(1)(b), (c) and
(d) of Regulation No 40/94 must be interpreted in conjunction with each other,
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so that it is clear that a trade mark is distinctive if it is neither usual nor descriptive. The applicant claims
that a sign is usual or generic when it is made up of a word imposed by the nature or use of the goods or by
the rules and customs of a language. A sign is descriptive when it describes the immediate and direct purpose
of the goods or service to which it applies. In addition, a sign is not exclusively descriptive if it is made up
of descriptive and fanciful terms. Consequently, for an absolute ground for refusal to be applied, the sign must
be made up exclusively of descriptive or usual terms.

15 Furthermore, distinctiveness can be appreciated only with reference to the goods or services for which
registration of the sign is requested.

16 As far as the word trusted is concerned, the applicant claims that it is not commonly used in the field of
the goods and services concerned and it does not refer to an essential quality of those goods and services, or
to their purpose. The same applies to the word link, which is not a generic term in the field of information
technology services.

17 According to the applicant, the fact that the term TRUSTEDLINK has been registered as a trade mark in
the United States constitutes proof that the word link is not in common use for the goods and services
concerned.

18 The combination of the words trusted and link to designate the goods and services concerned is the result
of a totally arbitrary choice because the word TRUSTEDLINK is not listed in any dictionary. Moreover, it is
not made up exclusively of descriptive or usual words. Finally, that combination of words can apply to a
number of goods and services other than those in the field of information technology.

19 The applicant submits that the goods and services concerned are directed towards highly qualified
consumers for whom a risk of confusion is less likely than for ordinary consumers.

20 The term TRUSTEDLINK brings to mind, at most, the guarantee offered to a company by the creation of
an Internet site aiming to bring about commercial transactions without actually describing either the goods or
services or their essential qualities.

21 At the hearing, the applicant again submitted that the Office's assessment of the distinctiveness of signs
including the word link is not consistent.

22 Finally, it maintained its alternative claim that the Court should hold that the term TRUSTEDLINK is in
conformity with Article 7 of Regulation No 40/94 in respect of some of the goods and services concerned, in
the event those specified in its application of 29 March 1996 as coming under Classes 35, 38, 41 and 42.

23 The Office disputes the applicant's argument that Article 7(1)(b) of Regulation No 40/94 does not have an
autonomous sphere of application.

24 A sign which is devoid of any distinctive character, within the meaning of Article 7 cited above, cannot
act as a trade mark, because the public would not perceive it as such (unless the distinctive character has been
acquired through the use which has been made of the mark). Such a sign cannot constitute a symbol linking
the product or service to the undertaking which is responsible for its manufacture or distribution.

25 According to the Office, a sign is devoid of any distinctive character if it conveys only information about
the qualities or performance of the goods or service in question. To be distinctive, a sign must serve more to
distinguish the undertaking from its competitors than to inform the public about goods or services.

26 The Office contends that, for the vast majority of consumers, the word link refers to the Internet
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and its principal network, the World Wide Web, because the former is a vast body of interconnected
computers and terminals and the latter is made up of a body of graphical and multimedia pages connected
together by hypertext links. The word link is the only term available to designate that basic technical feature
of that communication technology.

27 Furthermore, the word trusted merely indicates a desirable feature of any connection in the field of
telecommunications in general and that of electronic commerce in particular. Its addition does not in any way
change the fact that the word link is devoid of any distinctive character. Accordingly, the joining of the words
trusted and link does not enable the applicant's goods and services to be distinguished from those of other
undertakings.

28 As regards the fact that the term TRUSTEDLINK has been registered as a trade mark in the United States,
the Office contends that registrations obtained in countries outside the Community, but applying similar
standards on absolute grounds for refusal and having the same language as the trade mark applied for, may be
taken into account as evidence that absolute grounds for refusal may not exist. However, such registrations do
not bind the Office.

29 The Office contends, finally, that the arguments set out above are applicable to the applicant's alternative
claim.

Findings of the Court

30 The applicant claims that the various absolute grounds for refusal provided for in Article 7(1)(b), (c) and
(d) of Regulation No 40/94 must be interpreted in conjunction with each other, so that it is clear that a trade
mark is distinctive if it is neither descriptive (subparagraph (c)) nor customary (subparagraph (d)).

31 That argument cannot be accepted. As the Office rightly pointed out, each of the absolute grounds for
refusal connected with lack of distinctiveness, descriptiveness and customary usage has its own sphere of
application and they are neither interdependent nor mutually exclusive. As is clear from Article 7(1) of
Regulation No 40/94, for a sign to be ineligible for registration as a Community trade mark, it is sufficient
that one of the absolute grounds for refusal applies (see Case T-163/98 Procter &amp; Gamble v OHIM
(Baby-Dry) [1999] ECR II-2383, paragraph 29; and Case T-19/99 DKV Deutsche Krankenversicherung v
OHIM (Companyline) [2000] ECR II-1, paragraph 30). Even if those grounds are applicable separately, they
may also be applied cumulatively.

32 Accordingly, it is necessary to determine whether the sign TRUSTEDLINK is devoid of any distinctive
character within the meaning of Article 7(1)(b) of Regulation No 40/94 in relation to the goods or services for
which registration of the sign has been requested.

33 In this respect, it should be pointed out that, under Article 4 of Regulation No 40/94, the decisive factor if
a sign capable of being represented graphically is to be eligible for registration as a Community trade mark is
its capacity to distinguish the goods and services of one undertaking from those of another (see Baby-Dry,
paragraph 20).

34 The sign in question is made up exclusively of the words trusted and link, both of which are customary in
English-speaking countries within and outside the Community.

35 The word link means that which connects. It has a particular meaning in the field of information
technology in that it refers, in particular, to the links connecting the various data servers on the Internet. Since
the Internet, and more particularly the World Wide Web, are merely a vast network of electronic data
transmission based on links connecting various servers or leading to another page within the same document,
the word link must be regarded as generic in this context. Indeed, link is one of the only terms available to
designate the essential technical feature of that communication technology. Furthermore, that specific meaning
is clear even for non-English-speaking
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persons as well, obviously, as for specialists in the field of information technology.

36 The sign TRUSTEDLINK has, therefore, the meaning of a reliable link or a link which can be relied on.
The joining of trusted and link, whether written separately or as one word, thus merely describes the desired
quality of a link, in this case reliability. Consequently, the sign in question is made up of two words, one of
which is generic and merely designates an essential technical feature of electronic commerce and the second
of which indicates the desired quality thereof.

37 Coupling them together without any graphic or semantic modification does not imbue them with any
additional characteristic such as to render the sign, taken as a whole, capable of distinguishing the applicant's
goods and services from those of other undertakings. Moreover, the fact that the term TRUSTEDLINK as
such does not appear in dictionaries - whether as one word or otherwise - does not in any way alter that
finding (Companyline, paragraph 26).

38 Consequently, the sign TRUSTEDLINK is devoid of any distinctive character.

39 The Court finds that the applicant's alternative claim that the term TRUSTEDLINK should be held to be in
conformity with Article 7 of Regulation No 40/94 in respect of the goods and services specified in the
application for registration as coming under Classes 35, 38, 41 and 42 must be dismissed for the same reasons
as those set out above. The assessment of the absolute ground for refusal based on lack of distinctiveness
must be identical since all the goods and services in respect of which registration is sought concern electronic
commerce.

40 As regards the applicant's claim that the Office has registered as a Community trade mark signs including
the word link, it is sufficient to observe that the applicant has not shown that any signs or situations
comparable to those of the present case are concerned. Furthermore, the Office has contended that those were
figurative signs. Accordingly, that argument by the applicant cannot be accepted either.

41 As regards the applicant's assertion that the registration of the term TRUSTEDLINK as a trade mark in the
United States constitutes proof of its distinctiveness, the terms of the Court's judgment in Case T-122/99
Procter &amp; Gamble v OHIM (soap bar shape) [2000] ECR II-265, paragraphs 60 to 63, should be recalled.
The Court stated in that decision that, according to the first recital in the preamble to Regulation No 40/94,
the purpose of the Community trade mark is to enable the products and services of undertakings to be
distinguished by identical means throughout the entire Community, regardless of frontiers and that
[r]egistrations already made in the Member States are therefore a factor which may only be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark. It
is clear from that judgment that a national registration does not bind the Office and it must therefore be
concluded that the Board of Appeal did not err in law in taking the view that it is not bound by the
registration in the United States.

42 It follows that the Board of Appeal rightly confirmed that, under Article 7(1)(b) of Regulation No 40/94,
the term TRUSTEDLINK is not capable of being registered as a Community trade mark.

43 Accordingly, the first plea must be rejected.

The plea alleging breach of the obligation to give a proper statement of reasons

Arguments of the parties

44 The applicant alleges that the Board of Appeal infringed the obligation to give a proper statement of
reasons in that that board failed, first, to give reasons for its analysis with regard to each class of goods and
services for which protection was requested and, second, to indicate the Member States in which the objection
based on lack of distinctiveness applies.
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45 The Office contends that the Board of Appeal assessed the distinctiveness of the sign TRUSTEDLINK by
taking account of all the classes of goods and services specified in the application for a Community trade
mark.

46 Furthermore, the Office points out that Article 7(2) of Regulation No 40/94 states that [p]aragraph 1 [of
that article] shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

Findings of the Court

47 First, it is clear from the decision of the Board of Appeal that the facts and legal considerations relied on
by the Board to justify the lack of distinctiveness of the sign TRUSTEDLINK apply to all the classes of
goods and services in respect of which registration was requested.

48 Second, it must be recalled that, under Article 7(2) of Regulation No 40/94, if the grounds of
non-registrability obtain in one part of the Community that is sufficient for paragraph 1 of that article to
apply. In this case, the contested decision is based on the fact that the term TRUSTEDLINK cannot be
protected in the English-speaking linguistic area.

49 Consequently, the plea alleging breach of the obligation to give a proper statement of reasons must also be
rejected.

50 It follows that the application must be dismissed as unfounded.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

Henkel KGaA v Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).
Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional

mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.
Case T-337/99.

In Case T-337/99,

Henkel KGaA, established in Düsseldorf (Germany), represented by H.F. Wissel and C. Osterrieth, lawyers,
with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by A. von
Mühlendahl, D. Schennen and S. Laitinen, acting as Agents,

defendant,

APPLICATION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 21 September 1999 (Case R 73/1999-3), which was notified
to the applicant on 28 September 1999,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Court Registry on 26 November 1999,

having regard to the response lodged at the Court Registry on 17 February 2000,

further to the hearing on 5 April 2001,

gives the following

Judgment

Costs

69 Under Article 87(3) of the Rules of Procedure, the Court may rule that costs are to be shared or that each
party is to bear its own costs where each party succeeds on some and fails on other heads, or where the
circumstances are exceptional. Since the wording of the contested decision was capable of giving rise to
doubts as to whether the Board of Appeal had in this case correctly applied Article 7(1)(b) of Regulation No
40/94, it is appropriate to order the parties to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. Dismisses the action;
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2. Orders the parties to bear their own costs.

Background to the dispute

1 On 15 December 1997, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office') under Council
Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), as
amended.

2 As can be seen from its graphic representation provided by the applicant, the three-dimensional trade mark
in respect of which registration was sought is in the form of a round tablet, comprising two layers, whose
colours, white (lower part) and red (upper part), are also claimed for registration.

3 The products in respect of which registration of the mark was sought are in class 3 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purpose of the Registration of Marks
of 15 June 1957, as revised and amended, and correspond to the description: `washing or dishwashing
preparations in tablet form'.

4 By letter of 28 September 1998, the examiner raised objections in respect of the application which he based
on Article 7(1)(b) of Regulation No 40/94 and set a two-month period within which the applicant was to
submit observations, which it did by letter of 9 October 1998.

5 In a letter dated 6 January 1999 addressed to the Office, the applicant pointed out that a competitor's
application for a trade mark relating to similar washing tablets had been published in the Community Trade
Marks Bulletin.

6 By decision of 26 January 1999, the examiner refused the application pursuant to Article 38 of Regulation
No 40/94. In the first part of the decision, the examiner restated the reasoning on which the objections
contained in the letter of 28 September 1998 were based. In the second part, he stated that the applicant had
not expressed an opinion on that letter within the two-month period set therein and that, as a result, the
application would be adjudicated on by reference to the file as it stood. In the third part, he made clear that
the arguments set out in the letter of 6 January 1999 had been considered but had not been accepted.

7 On 3 February 1999, the examiner sent the applicant a copy of the decision of 26 January 1999, which was
preceded by the following words: `The notification below, which was sent to you on 26 January 1999, is
clearly incorrect, since the Office received your views within the prescribed period. Therefore, please consider
that notification to be null and void'. On the same day the examiner sent the applicant a further decision
refusing its application for a Community trade mark.

8 On 5 February 1999, the applicant appealed against the examiner's decision to the Office under Article 59
of Regulation No 40/94.

9 The appeal was dismissed by decision of 21 September 1999 (hereinafter `the contested decision').

10 In essence, the Board of Appeal found that Article 7(1)(b) of Regulation No 40/94 prevented registration
of the trade mark sought. It held that, in order to be registered, a trade mark had to enable the products in
respect of which it was filed to be distinguished by reference to their origin and not by reference to their
nature. In the case of a three-dimensional mark which was simply a reproduction of the product, this meant
that the shape of the product has to be sufficiently unique to imprint itself easily on the mind and that it
stands out from whatever is normal in the trade. Given the fact that protecting the shape of the product
entailed a risk that the owner of the mark would be granted a monopoly on it and the need to bear in mind
the difference between trade mark law and the law of utility models and designs, the standard for assessing
distinctive character was higher. In the instant case, the trade mark applied for did not meet those enhanced
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requirements. The Board of Appeal took the view that the form claimed by the applicant was neither
particularly special nor unusual but one of the basic shapes typical of the market under consideration.
Likewise, the arrangement of the colours, namely red and white, did not add any kind of distinctive feature to
the shape claimed. Neither the lack of uniformity in the Office's previous decisions nor the earlier
registrations on which the applicant relied could be binding for the purposes of the decision.

Forms of order sought by the parties

11 The applicant claims that the Court should:

- annul the contested decision;

- order the defendant to pay the costs.

12 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

The law

13 The applicant advances three pleas in law. The first alleges infringement of Article 7(1)(b) of Regulation
No 40/94. The second alleges `misuse of powers' and breach of the principle of equal treatment. The third
alleges breach of its right to be heard. It is appropriate to start by considering the third plea.

The plea alleging breach of the right to be heard

14 The applicant submits that the Board of Appeal did not consider the arguments in its letter of 9 October
1998. In its view, this constitutes a breach of its right to be heard.

15 However, it is clear from paragraph 3 of the contested decision that the Board of Appeal did take
cognisance of the applicant's letter of 9 October 1998. The arguments put forward by the applicant in that
letter were taken into account in substance by the Board of Appeal in the reasoning which led to the decision
mentioned above. The present plea is therefore unfounded.

The plea alleging infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

16 The applicant is of the opinion that the Board of Appeal erred in failing to recognise that the mark applied
for had distinctive character, since a minimum degree of distinctiveness is sufficient to justify protecting a
sign under Regulation No 40/94.

17 It claims that the mark applied for is distinctive on account of the arrangement of its colours and observes
that, under Regulation No 40/94, colours may be registered as trade marks. It cites the opinion of one author
who argues that the registration of colours and colour combinations as trade marks must not be barred by a
restrictive application of the grounds for refusal.

18 The applicant submits that the mark applied for is also distinctive on account of its shape and criticises the
position taken by the Board of Appeal, which requires a three-dimensional shape to evince particular character
and to be easily impressed on the mind, that is, to be original in such a way as to distinguish it from
whatever is normal in the trade. According to the applicant, the fact that a three-dimensional shape is
individual or original is a decisive factor only for the purposes of the assessment of the conditions under
which designs are protected. As regards the distinctive character of a trade mark, the only question is
whether the shape of a product or the combination of certain colours applied to that product are capable of
being perceived by the
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public as indicative of the product's origin.

19 The applicant gives an account of the development of the various ways in which preparations for laundry
and dishes have been presented. It states that presentation in two-colour tablet form is recent and that such
tablets may come in a variety of shapes. Likewise, the choice of colours and their arrangement on the tablet
may vary a lot.

20 According to the applicant, the limited number of leading manufacturers and the extremely small number
of products presented in two-colour tablet form on the various domestic markets are characteristics of the
market in these products. In such circumstances, consumers have always associated washing products put up
in two-colour tablet form with a very small number of manufacturers of branded products, of whom the
applicant is one. That consumer attitude has been strengthened and sustained by intensive and ongoing
advertising, which has highlighted the two colours giving the product its distinctive appearance and the
particular shape of the washing tablets. The applicant draws attention to the substantial expenditure that it has
invested in that advertising and to the turnover generated by the products concerned.

21 In concluding that it is indefensible to maintain that a specific combination of shape and colours is
inherently incapable of serving as an indication of the origin of the product concerned, the applicant refers to
the clear situation on the market and the concern of any manufacturer to distinguish its products from those of
other manufacturers by virtue of a particular shape and arrangement of colours and to make its products
visible in that shape on its packaging as well. The applicant submits that the question of the extent to which
such a mark should be protected must be examined separately. The fact that such protection may be very
limited in a particular case does not, in its view, justify an outright refusal to accept that a given combination
of shape and colour has any distinctive character.

22 The applicant produces a substantial number of documents and refers to various applications, at both
national and international level, for trade-mark registration in respect of washing and dishwashing products in
tablet form, some of which have resulted in registration. The applicant submits that it is apparent from all that
information, first, that all the well-known manufacturers of branded articles in the sector for washing and
dishwashing products have always taken the view that the particular shape and colouring of the tablets are
distinctive features identifying the manufacturer and, second, that several trade mark offices have recognised
the tablets as trade marks. It cites a decision of an Italian court, which recognised the validity of a trade mark
considered by the applicant to be similar to its own.

23 According to the applicant, the distinctive character of the mark applied for must be assessed at the date
on which the application for registration is lodged, so that the use of similar shapes and colours after that date
by its competitors cannot be relied on as a reason to deny that the mark claimed has distinctive character.
However, it submits that that point is not decisive in the present case, since it is the only manufacturer to
produce washing machine and dishwasher tablets consisting of a red layer and a white layer.

24 Finally, the applicant argues that the mark in respect of which registration is sought has, under Article 7(3)
of Regulation No 40/94, become distinctive in relation to its product, Persil Color, in consequence of the use
which has been made of it, and in particular because of its unique colour combination (red and white).

25 The Office explains, first, the principles governing the registration of three-dimensional marks, referring to
the various grounds for refusal which may come into play in that context.

26 According to the Office, a trade mark has distinctive character for the purposes of Article 7(1)(b) of
Regulation No 40/94 if it enables the goods or services in respect of which registration
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of the mark is sought to be distinguished by reference to their origin and not by reference to their properties
or other features.

27 It points out that the legal criteria for assessing the distinctive character of three-dimensional marks
consisting, as in the present case, of the shape of the product itself are no different from, and no more
rigorous than, those applying to other marks. Although the terms used by the Board of Appeal in the
contested decision, which may be understood as asserting that more stringent criteria are necessary in the case
of three-dimensional marks (paragraphs 23 and 24 of the contested decision), give rise to confusion, that point
is not decisive in the context of the contested decision. However, the Office states that the shape of the
product is not indicative of its origin in the same way as words or figurative images applied to the product or
its packaging.

28 According to the Office, consumers do not normally make any connection between the shape of a product
and its origin. In order for consumers to view the actual shape of the product as a means of identifying its
origin, the Office contends that the shape must have some striking `feature', whatever it may be, which attracts
consumers' attention.

29 The Office states that the assessment of the distinctive character of a product's shape must take place in
three stages. First, it is necessary to check the shapes in which the relevant product already exists. Second, it
is necessary to ascertain whether, from the consumer's point of view, the shape applied for is noticeably
different. Finally, it is necessary to determine whether that particular shape is capable of denoting the origin
of the product.

30 The Office points out that, for the purposes of the third stage of the analysis, the type of product and the
way in which the consumer uses it are important. In the case of washing machine and dishwasher tablets, the
consumer takes them out of their packaging and puts them straight into the washing machine or dishwasher
and thus uses the product's packaging, which bears the manufacturer's word mark, and not the exact shape and
colour of the product itself, to recognise the product when he makes a purchase.

31 The Office goes on to analyse the trade mark in respect of which registration is sought.

32 According to the Office, the shape of the mark applied for, namely a disk, is not unusual but
commonplace and current on the market.

33 As regards the colours, the Office considers that the addition of a red layer does not render the sign
distinctive. Adding a single colour to the basic colour (white or grey) of washing machine or dishwasher
products does not constitute a colour combination.

34 According to the Office, the colour claimed is one of the basic colours. All the tablets on the market,
composed of two colours, have one coloured layer consisting of one of the basic colours (red, green or blue).
If the Office were to have to accept that such mundane colouring had distinctive character, the applications for
trade marks before it, relating to washing tablets coloured red, blue or green, would practically exhaust all the
normal colours and would end in the shape of the product being monopolised.

35 It submits that the colours, which are applied to different layers or parts of the tablets, indicate the
presence of various active ingredients and therefore serve to inform the consumer about the product's
properties, something which is highlighted in the tablet advertising. Furthermore, it follows from the way in
which the tablets are used that the consumer does not view their colour as indicative of the product's origin.

36 The Office considers that the argument that the applicant is the only undertaking to produce red and white
tablets is irrelevant. Considerations relating to the use made of the trade mark form part of an assessment for
the purposes of Article 7(3) of Regulation No 40/94 and the applicant
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cited that provision for the first time in its application, and therefore at too late a stage.

37 The Office contends that it does not follow from the fact that the applicant's competitors have chosen other
colours for their tablets that the colours enable the products to be distinguished according to their origin. The
choice of different colours can be explained by the large number of trade mark applications filed at the
various offices for Community and national trade marks for products designed for washing machines and
dishwashers since the recent launch of those products. The Office points out that, given that certain national
offices have registered the trade mark, a manufacturer would be ill-advised to present his product in a form
similar to a mark in respect of which a competitor has been granted registration, or even one claimed by a
competitor, before the position is clarified by a judicial ruling.

38 Third, as regards the registration by national offices in the Member States of trade marks similar to the
mark claimed in the present case, the Office states that the practices of those offices are not uniform.

39 According to the Office, the mark's distinctive character must be assessed at the time of registration. It
points out that the applicant's competitors began marketing tablets in the shape of a disk before the present
trade mark application was filed.

Findings of the Court

40 The distinctive character of a trade mark must be assessed in relation to the goods or services in respect of
which registration of the mark is sought.

41 The mark in respect of which registration is sought in the present case consists of the shape and the colour
arrangement of a washing machine or dishwasher tablet, that is, of the design of the product itself.

42 It is clear from Article 4 of Regulation No 40/94 that both a product's shape and its colours fall among
the signs which may constitute a Community trade mark. However, the fact that a category of signs is, in
general, capable of constituting a trade mark does not mean that signs belonging to that category necessarily
have distinctive character for the purposes of Article 7(1)(b) of Regulation No 40/94 in relation to a specific
product or service.

43 According to Article 7(1)(b) of Regulation No 40/94, `trade marks which are devoid of any distinctive
character' are not to be registered. A mark which enables the goods or services in respect of which registration
of the mark has been sought to be distinguished as to their origin is to be considered as having distinctive
character. It is not necessary for that purpose for the mark to convey exact information about the identity of
the manufacturer of the product or the supplier of the services. It is sufficient that the mark enables members
of the public concerned to distinguish the product or service that it designates from those which have a
different trade origin and to conclude that all the products or services that it designates have been
manufactured, marketed or supplied under the control of the owner of the mark and that the owner is
responsible for their quality (see, to that effect, Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

44 It is clear from the wording of Article 7(1)(b) of Regulation No 40/94 that a minimum degree of
distinctive character is sufficient to render the ground for refusal set out in that article inapplicable. It is
therefore appropriate to ascertain - in an a priori examination not involving any consideration of the use made
of the sign within the meaning of Article 7(3) of Regulation No 40/94 - whether the mark applied for will
enable the members of the public targeted to distinguish the products concerned from those having a different
trade origin when they come to select a product for purchase.

45 Article 7(1)(b) of Regulation No 40/94 does not distinguish between different categories of
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trade marks. The criteria for assessing the distinctive character of three-dimensional trade marks consisting of
the shape of the product itself are therefore no different from those applicable to other categories of trade
marks.

46 Nevertheless, when those criteria are applied, account must be taken of the fact that the perception of the
relevant section of the public is not necessarily the same in relation to a three-dimensional mark consisting of
the shape and the colours of the product itself as it is in relation to a word mark, a figurative mark or a
three-dimensional mark not consisting of the shape of the product. Whilst the public is used to recognising the
latter marks instantly as signs identifying the product, this is not necessarily so where the sign is
indistinguishable from the appearance of the product itself.

47 The Board of Appeal rightly points out that, as regards the perception of the public concerned, the
products for which trade-mark registration was sought in the present case, namely washing machine and
dishwasher products in tablet form, are widely used consumer goods. The public concerned, in the case of
these products, is all consumers. Therefore, in any assessment of the distinctive character of the mark for
which registration is sought, account must be taken of the presumed expectations of an average consumer who
is reasonably well-informed and reasonably observant and circumspect (see, by analogy, Case C-210/96 Gut
Springenheide and Tusky [1998] ECR I-4657, paragraphs 30 to 32).

48 The way in which the public concerned perceives a trade mark is influenced by the average consumer's
level of attention, which is likely to vary according to the category of goods or services in question (see Case
C-342/97 Lloyd Schuhfabrik Meyer [1999] ECR I-3819, paragraph 26). In that regard, the Board of Appeal
rightly held that the level of attention given by the average consumer to the shape and colours of washing
machine and dishwasher tablets, being everyday goods, is not high.

49 In order to ascertain whether the combination of the tablet's shape and the arrangement of its colours may
be perceived by members of the public as an indication of origin, the overall impression produced by that
combination must be analysed (see, by analogy, Case C-251/95 SABEL [1997] ECR I-6191, paragraph 23).
That is not incompatible with an examination of each of the product's individual features in turn.

50 The three-dimensional shape for which registration has been sought, namely a round tablet, is one of the
basic geometrical shapes and is an obvious one for a product intended for use in washing machines or
dishwashers.

51 As to the tablet's two layers, one of which is white and the other red, the public concerned is used to
seeing different colour features in detergent preparations. Powder, the form in which such products are
traditionally presented, is usually very light grey or beige and appears almost white. It often contains particles
of one or more different colours. The advertising carried out by the applicant and other manufacturers of
detergents tends to highlight the fact that those particles indicate the presence of various active ingredients.
The coloured particles thus suggest certain qualities, although that does not mean that they can be regarded as
a descriptive indication in terms of Article 7(1)(c) of Regulation No 40/94. However, it does not follow from
the fact that that ground for refusal is inapplicable that the coloured elements necessarily confer a distinctive
character on the mark applied for. Where, as in the present case, the target sector of the public sees the
presence of coloured elements as a suggestion that the product has certain qualities, and not as an indication
of its origin, there is no distinctive character. The fact that consumers may nevertheless get into the habit of
recognising the product from its colours is not enough, in itself, to preclude the ground for refusal based on
Article 7(1)(b) of Regulation No 40/94. Such a development in the public's perception of the sign, if proved,
may be taken into account only for the purposes of Article 7(3) of Regulation No 40/94.
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52 The fact that in the present case the coloured particles are not spread evenly over the whole tablet, but are
concentrated on its upper part, is not sufficient for the tablet's appearance to be perceived as indicative of the
product's origin. Where various ingredients are to be combined in a washing machine or dishwashing product
in tablet form, adding a layer is one of the most obvious solutions.

53 It does not make any difference in that regard that the applicant is the only undertaking to use the colour
red for tablets made up of two layers. The use of basic colours, such as blue or green, is commonplace and is
even typical of detergents. The use of other basic colours, such as red or yellow, is one of the most obvious
variations on the typical design of these products.

54 It follows that the three-dimensional mark applied for consists of a combination of obvious features typical
of the product concerned.

55 It should be added that it is possible to obtain different combinations of those features by varying the
basic geometric shapes and by adding to the product's basic colour another basic colour either as a layer in
the tablet or as speckles. The ensuing differences in the appearance of the various tablets are not sufficient to
enable each of those tablets to function as an indication of the product's origin, inasmuch as those differences
are, as in the present case, obvious variations on the product's basic shapes.

56 Given the overall impression created by the shape of the tablet in question and the arrangement of its
colours, the mark applied for will not enable consumers to distinguish the products concerned from those
having a different trade origin when they come to select a product for purchase.

57 It should be added that the inability of the mark applied for to indicate, a priori and irrespective of the use
made of it within the meaning of Article 7(3) of Regulation No 40/94, the product's origin, is not affected by
how many similar tablets are already on the market. Consequently, it is not necessary to decide here whether
the distinctive character of the mark should be assessed by reference to the date on which the application for
registration is filed or the date of actual registration.

58 Next, as regards the applicant's arguments concerning the practices of national trade mark offices and the
fact that an Italian court has recognised that a similar sign has distinctive character, it must be reiterated that
registrations already made in the Member States are only one factor which may be taken into consideration,
without being given decisive weight, in the registration of a Community trade mark (Case T-122/99 Procter &
Gamble v OHIM (Soap shape) [2000] ECR II-265, paragraph 61; and Case T-24/00 Sunrider v OHIM
(VITALITE) [2001] ECR II-449, paragraph 33). The same considerations apply to cases decided by the courts
of the Member States. Furthermore, it is clear from the Office's replies to this Court's questions that the
practices of the national trade mark offices, as regards three-dimensional marks consisting of washing machine
and dishwasher tablets, are not uniform. Consequently, any criticism that the Board of Appeal has failed to
have regard to those practices or to national case-law is groundless.

59 It follows that the Board of Appeal was right to hold that the three-dimensional mark applied for is devoid
of any distinctive character.

60 The fact that the criteria applied to assess distinctive character, in the case of a three-dimensional mark
consisting of the shape of the product itself, are not more rigorous than those applying to other categories of
trade marks does not alter that conclusion.

61 The factors which led the Board of Appeal to find that the mark applied for was devoid of any distinctive
character constitute valid reasons for drawing the same conclusion with regard to the criteria for the
assessment of distinctive character applying to all trade marks, whether they are
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word marks, figurative marks or three-dimensional marks.

62 The applicant also argues, without specifically raising a plea alleging infringement of Article 7(3) of
Regulation No 40/94, that the mark applied for has distinctive character in consequence of the use which has
been made of it. Since that argument was not raised before the Board of Appeal, it cannot be considered by
the Court of First Instance (see Case T-163/98 Procter & Gamble v OHIM (BABY-DRY) [1999] ECR
II-2383, paragraphs 48 to 51).

The plea alleging `misuse of power' and breach of the principle of equal treatment

Arguments of the parties

63 In support of its plea alleging `misuse of powers', the applicant argues that the Office authorised
publication of certain applications for Community trade marks similar to its own in respect of products falling
within the same sector or a related sector. It cites, in particular, application No 809 830 for a Community
trade mark filed by Benckiser N.V. The applicant considers that the Board of Appeal thereby acted in breach
of the principle of equal treatment.

64 The applicant also submits that the contested decision is contrary to the higher aim of Community law in
general, and of the Regulation on the Community trade mark in particular, which seeks to harmonise trade
mark law at the Community level. According to the applicant, harmonisation cannot actually be achieved
unless trade mark law is interpreted uniformly.

65 The Office states that the trade mark application cited by the applicant did not result in registration.
Further, even supposing that the Office had actually registered that trade mark, the decision would be incorrect
and the applicant could not rely on it to ask for a decision which would repeat the error.

Findings of the Court

66 The concept of misuse of powers has a precisely defined scope in Community law. It refers to cases where
an administrative authority has used its powers for a purpose other than that for which they were conferred on
it. In that respect, it has been consistently held that a decision may amount to misuse of powers only if it
appears, on the basis of objective, relevant and consistent evidence, to have been taken for purposes other than
those stated (see, inter alia, the judgment in Joined Cases T-551/93, T-231/94, T-232/94, T-233/94 and
T-234/94 Industrias Pesqueras Campos and Others v Commission [1996] ECR II-247, paragraph 168). The
applicant has not put forward any evidence from which it could be concluded that the adoption of the
contested decision had any purpose other than that of ascertaining whether the mark applied for complied with
the conditions for registration prescribed by Regulation No 40/94.

67 In so far as this plea seeks to demonstrate that there has been a breach of the principle of equal treatment,
it is clear from the Office's replies to the Court's questions that the trade mark application whose publication
has been relied on by the applicant was refused by the examiner after commencement of the present action
and that that decision is currently being reviewed by a Board of Appeal. Consequently, the argument based on
publication of that trade mark application has become otiose in any event. It follows that this plea is
unfounded.

68 In the light of the foregoing considerations, the action must be dismissed.
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AUTLANG German

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

PROCEDU Application for annulment - unfounded

DATES of document: 19/09/2001
of application: 26/11/1999
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

Henkel KGaA v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional

mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.
Case T-336/99.
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FORM Judgment
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TYPDOC 6 ; CJUS ; cases ; 1999 ; A ; judgment
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31994R0040-A04 : N 40
31994R0040-A07P1LB : N 16 - 58 65
31994R0040-A07P1LC : N 49
31994R0040-A07P3 : N 42 49 54
61995J0251 : N 47
61996J0210 : N 45
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61997J0342 : N 46
61999A0122 : N 55
62000A0024 : N 55

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

MISCINF POURVOI : C-457/01
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DEFENDA Office for Harmonization in the Internal Market ; Institutions
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NATIONA Federal Republic of Germany

PROCEDU Application for annulment - unfounded

DATES of document: 19/09/2001
of application: 26/11/1999
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)September 2001.

Henkel KGaA v Office for Harmonisation in the Internal Market (Trade Marks and Designs).
Community trade mark - Shape of a product for washing machines or dishwashers - Three-dimensional

mark - Absolute ground for refusal - Article 7(1)(b) of Regulation (EC) No 40/94.
Case T-335/99.

DOCNUM 61999A0335
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FORM Judgment
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TYPDOC 6 ; CJUS ; cases ; 1999 ; A ; judgment
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DOC 2001/09/19

LODGED 1999/11/26

JURCIT 31991X0530(01)-A87P3 : N 69
61993A0551 : N 66
31994R0040-A04 : N 42
31994R0040-A07P1LB : N 16 - 62 69
31994R0040-A07P1LC : N 51
31994R0040-A07P3 : N 24 36 44 51 57 62
61995J0251 : N 49
61996J0210 : N 47
61997J0039 : N 43
61997J0342 : N 48
61998A0163 : N 62
61999A0122 : N 58
62000A0024 : N 58

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

MISCINF POURVOI : C-456/01

APPLICA Person
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DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

PROCEDU Application for annulment - unfounded

DATES of document: 19/09/2001
of application: 26/11/1999
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2001.

Mitsubishi HiTec Paper Bielefeld GmbH, formerly Stora Carbonless Paper GmbH v Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM).

Community trade mark - Word mark Giroform - Absolute grounds for refusal - Article 7(1)(b) and (c)
of Regulation (EC) No 40/94 - Descriptive character.

Case T-331/99.

1. Community trade mark - Definition and acquisition of the Community trade mark - Signs of which a trade
mark may consist - Condition - Distinctive character - Assessment in relation to the goods or services for
which registration applied for

(Council Regulation No 40/94, Art. 4)

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Trade marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - Term Giroform

(Council Regulation No 40/94, Art. 7(1)(c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Previous registration of
the mark in certain Member States - Effect

4. Community trade mark - Appeals procedure - Actions before the Community judicature - Jurisdiction of the
Court of First Instance - Directions to OHIM - Excluded

(Council Regulation No 40/94, Art. 63(6))

1. It follows from Article 4 of Regulation No 40/94, which provides that the decisive factor if a sign capable
of being represented graphically is to be eligible for registration as a Community trade mark is its capacity to
distinguish the goods of one undertaking from those of another, that that distinctive character can be assessed
only in relation to the goods or services in respect of which registration of the sign is applied for.

(see paras 18-19 )

2. By providing in Article 7(1)(c) of Regulation No 40/94 on the Community trade mark that trade marks
which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin or the time of production of the goods or of rendering
of the service, or other characteristics of the goods or service are not to be registered, it was the legislature's
intention that such signs should, by their very nature, be regarded as incapable of distinguishing the goods of
one undertaking from those of another.

With regard to the application for registration in respect of paper, cardboard and goods made from those
materials, not included in other classes; printed matter, of the word Giroform, the latter is not capable of
constituting a Community trade mark, since it informs consumers of the intended purpose of the products. The
words giro and form, used together, designate in financial institution circles a printed form relating to bank
payment transactions for debiting a customer's account. The fact that the product in respect of which
registration of the trade mark was applied for can be used to print other sorts of forms does not invalidate
that conclusion. The fact that the sign Giroform consists of one word and begins with a capital letter whereas
the expression giro form consists of two words and in English is normally written in lower-case letters does
not amount to evidence of any creative aspect capable of distinguishing the applicant's products from those of
other undertakings.

(see paras 20-21, 24-25 )
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3. Where application is made for registration of a sign as a Community trade mark, the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) is not bound by the registration of that sign
as a trade mark in several Member States. Having regard to the unitary character of the Community trade
mark, registrations already made in the Member States are a factor which may only be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark.

(see paras 26-27 )

4. Where an appeal is brought before the Community judicature against a decision of one of the Boards of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs), the Office is
required, in accordance with Article 63(6) of Regulation No 40/94, to take the measures necessary to comply
with the judgment of the Court of Justice. Accordingly, the Court of First Instance is not entitled to issue
directions to the Office.

(see para. 33 )

In Case T-331/99,

Mitsubishi HiTec Paper Bielefeld GmbH, formerly Stora Carbonless Paper GmbH, established in Bielefeld
(Germany), represented by U. Ulrich, lawyer, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade marks and Designs) (OHIM), represented by E. Joly,
P. von Kapff and A. von Mühlendahl, acting as Agents, with an address for service in Luxembourg,

defendant,

APPLICATION for annulment of the decision of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade marks and Designs) of 8 September 1999 in Case R 175/1999-3 refusing
registration of the word Giroform as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: V. Tiili, President, R.M. Moura Ramos and P. Mengozzi, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 23 November 1999,

having regard to the defence lodged at the Registry on 10 March 2000,

further to the hearing on 5 July 2000,

gives the following

Judgment

Background to the dispute

1 On 28 April 1997 the applicant filed an application for registration of a Community trade mark with the
German Patent Office (Deutsche Patentamt) which forwarded the application to the Office for Harmonisation
in the Internal Market (Trade marks and Designs) (the Office).
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2 The mark in respect of which trade mark registration was sought was the word Giroform.

3 The products covered by the application for registration fall within class 16 paper, cardboard and goods
made from those materials, not included in other classes; printed matter, of the Nice Agreement concerning
the International Classification of Goods and Services for the Purposes of the Registration of Marks of 15
June 1957, as revised and amended.

4 By decision of 12 February 1999, the Office examiner refused the application in part under Article 38 of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended, on the ground that the word, for all the products within class 16 in respect of which registration
was sought, except the sub-class cardboard and goods made from cardboard, was devoid of distinctive
character and was exclusively descriptive.

5 On 12 April 1999, the applicant filed an appeal at the Office under Article 59 of Regulation No 40/94
against the examiner's decision refusing its application in part.

6 The appeal was dismissed by decision of 8 September 1999 (the contested decision), notified to the
applicant on 23 September 1999, in which the Board of Appeal concluded that it was impossible to register
the word Giroform because there existed grounds for refusal under Article 7(1)(b) and (c) of Regulation No
40/94.

Forms of order sought by the parties

7 The applicant claims that the Court should:

- annul the contested decision and order the Office to publish the word Giroform as a Community trade mark
in accordance with Article 40 of Regulation No 40/94;

- order the defendant to pay the costs.

8 The defendant contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

9 At the hearing, the applicant changed the form of order it sought and claimed, in the alternative, that the
Court should order the Office to publish the word Giroform with respect to paper and goods made from paper
with the exception of forms used for bank transfer operations and printing products for paper-based transfers.

The claim for annulment

10 In support of its action the applicant pleads infringement of Article 7(1)(b) and (c) of Regulation No
40/94. The claim alleging infringement of Article 7(1)(c) of that regulation must be considered first.

Arguments of the parties

11 The applicant maintains that the Board of Appeal erred in law in finding that Giroform was not a word
capable of distinguishing the applicant's products from those of other undertakings.

12 It recalls that Article 7(1)(c) of Regulation No 40/94 prohibits the registration of trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin or time of production of the goods or of rendering of the service, or other
characteristics of the goods or service. The descriptive nature of the trade mark must be clearly and
unambiguously apparent.

13 The product in respect of which registration of the trade mark Giroform was applied for consists
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of a paper compound forming a duplication medium similar to traditional carbon paper. The trade mark in
question does not designate a finished product such as a form. In general, those who purchase that particular
paper compound are printers using the paper to manufacture a product. There are, ex hypothesi, countless
possible products in which the paper may subsequently be processed, such as, inter alia, the production of
delivery orders, order confirmations and invoices. In consequence, the nature of the product in respect of
which registration of the trade mark has been applied for is different from that of the forms used in the
banking sector of which the Office considered the trade mark to be descriptive.

14 Even if the nature of the goods is not taken into account, there is in the circumstances no ground for
refusal. The word giro has several meanings and it is therefore impossible to regard it as directly descriptive.
There is here an internal contradiction in the contested decision since, if the word giro is a very general
prefix, it cannot at the same time be directly descriptive. Furthermore, the trade mark Giroform is too vague
to be seen as a clear and unambiguous indication. In those circumstances, the applicant's competitors, in
whose interest it is to use clear and unambiguous terms, will not choose such a name to designate the
intended purpose or nature of their goods.

15 The applicant challenges the Office's argument that the combination of giro and form, in any event in the
English-speaking part of the Community, constitutes a plain, clear, immediately recognisable indication of the
nature and intended purpose of the product. It submits that the Office has not paid sufficient attention to the
actual structure of the trade mark Giroform. The combination of the words giro and form ought to be regarded
as a single word beginning with a capital letter. However, in English those words usually begin with
lower-case letters and expressions made up of compound words keep the words separate. The fact that the
word Giroform is spelt in an unusual and peculiar way constitutes a sufficient difference for the trade mark
not to be considered to be descriptive. The object of the application concerned is to ensure protection of the
Giroform name and not of the terms giro form or giro printed paper.

16 Finally, the fact that the applicant has obtained registration for the same goods in such states as Australia,
South Africa, Israel, Poland, Finland, Norway, Denmark, Greece and Bulgaria militates against a refusal to
protect the trade mark. In particular, the fact that registration has been allowed in English-speaking countries
argues in favour of its being possible to protect the trade mark Giroform.

17 The Office contends, in essence, that inasmuch as the type of paper sold by the applicant is used, inter
alia, for printing forms for paper-based bank transfers (giro forms) the word Giroform designates the quality
and intended purpose of the goods and may not, therefore, be registered, having regard to the absolute
grounds for refusal set out in Article 7(1)(c) of Regulation No 40/94.

Findings of the Court

18 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another.

19 One of the implications of this is that distinctive character can be assessed only in relation to the goods or
services in respect of which registration of the sign is applied for.

20 Under Article 7(1)(c) of Regulation No 40/94, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered.
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21 It was thus the intention of the legislature that such signs should, by their very nature, be regarded as
incapable of distinguishing the goods of one undertaking from those of another.

22 Furthermore, Article 7(2) of Regulation No 40/94 states that Article 7(1) shall apply notwithstanding that
the grounds of non-registrability obtain in only one part of the Community.

23 In this case, the sign is composed exclusively of the words giro and form, both of which are customary, at
least in English-speaking countries. As pointed out in paragraph 21 of the contested decision, the word giro,
from the Italian, is currently used in the field of banking in a precise sense, namely to designate the transfer
of money between banks, and it appears as a prefix in numerous compound words in the sphere of banking
transactions (Girokonto, giro system, giro cheque, order) in order to designate transactions for making
payments into current accounts held in credit institutions. The word form has several meanings in English.
When used to designate a paper product, however, it means a printed form.

24 Those two words, used together, therefore designate, in financial institution circles, a printed form relating
to bank payment transactions for debiting a customer's account. The Office has produced evidence to show the
current usage of the word with that meaning (Electronic giro forms, Bank giro forms, Giro Form, Giro
application form, Giro form). In those circumstances, the Board of Appeal, relying on the way in which the
word is perceived and normally understood in the relevant circles, was right in considering that it tells
consumers of the intended purpose of the product (paragraph 18 of the contested decision). The fact that the
product in respect of which registration of the trade mark was applied for can be used to print other sorts of
forms does not invalidate that conclusion.

25 Moreover, the fact that the sign Giroform consists of one word and begins with a capital letter whereas the
expression giro form consists of two words and in English is normally written in lower-case letters does not
amount to evidence of any creative aspect capable of distinguishing the applicant's products from those of
other undertakings (see Case T-163/98 Procter & Gamble v OHIM (Baby-Dry) [1999] ECR II-2383, paragraph
27, and Case T-19/99 DKV Deutsche Krankenversicherung v OHIM (Companyline) [2000] ECR II-1,
paragraph 26).

26 As regards the fact that the trade mark had previously been registered in certain Member States, it must be
borne in mind that, according to the first recital in the preamble to Regulation No 40/94, the purpose of the
Community trade mark is to enable the products and services of undertakings to be distinguished by identical
means throughout the entire Community, regardless of frontiers. So, registrations already made in the Member
States are a factor which may only be taken into consideration, without being given decisive weight, for the
purposes of registering a Community trade mark (Case T-122/99 Procter & Gamble v OHIM (Soap bar shape)
[2000] ECR II-265, paragraphs 60 and 61).

27 In those circumstances, having regard to the unitary character of the Community trade mark referred to in
the second recital in the preamble to Regulation No 40/94, the Board of Appeal did not err in law in
concluding that previous registration of the word mark in issue in some non-English-speaking Member States
of the Community did not invalidate its conclusion.

28 Similarly, the Board of Appeal did not err in law with regard to previous registration of the trade mark in
other countries which are English-speaking but not Member States of the Community, inasmuch as registration
of trade marks in those states is governed by a system different from that of the Community.

29 It follows that the Board of Appeal correctly confirmed that, on the basis of Article 7(1)(c), the word
Giroform is not capable of constituting a Community trade mark.

30 As Article 7(1) of Regulation No 40/94 clearly states, for a sign to be ineligible for registration
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as a Community trade mark, it is sufficient that one of the absolute grounds of refusal should apply.

31 Consequently, it is not necessary to rule on the second plea in law alleging infringement of Article 7(1)(b)
of Regulation No 40/94.

32 It follows that the claim for annulment must be dismissed.

The claim for an injunction to be directed to the Office

33 Under Article 63(6) of Regulation No 40/94, the Office is to take the measures necessary to comply with
the judgment of the Court of Justice. Accordingly, the Court of First Instance is not entitled to issue directions
to the Office. It is for the latter to draw the consequences of the operative part of this judgment and the
grounds on which it is based (Baby-Dry, paragraph 53). This claim is therefore inadmissible.

Costs

34 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been asked for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, having regard to the form of order sought by the defendant, be ordered to pay the latter's costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.

DOCNUM 61999A0331

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

TYPDOC 6 ; CJUS ; cases ; 1999 ; A ; judgment

PUBREF European Court reports 2001 Page II-00433

DOC 2001/01/31

LODGED 1999/11/23

JURCIT 31994R0040-A04 : N 18 19
31994R0040-A07P1 : N 30
31994R0040-A07P1LB : N 31
31994R0040-A07P1LC : N 20 - 29
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31994R0040-A07P2 : N 22
31994R0040-A63P6 : N 33
31994R0040-C1 : N 26
31994R0040-C2 : N 27
61998A0163-N27 : N 25
61998A0163-N53 : N 33
61999A0019-N26 : N 25
61999A0122-N60-61 : N 26

SUB Community trade mark ; Industrial and commercial property

AUTLANG German

APPLICA Person

DEFENDA Office for Harmonization in the Internal Market ; Institutions

NATIONA Federal Republic of Germany

NOTES Raas, R.P.: Nederlands tijdschrift voor Europees recht 2001 p.116-121

PROCEDU Application for annulment - unfounded

DATES of document: 31/01/2001
of application: 23/11/1999
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

Wm. Wrigley Jr. Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Term DOUBLEMINT - Absolute ground for refusal - Article 7(1)(c) of
Regulation (EC) No 40/94.

Case T-193/99.

1. Community trade mark - Definition and acquisition of the Community trade mark - Signs of which a trade
mark may consist - Condition - Distinctive character - Assessment in relation to the goods or services for
which registration applied for

(Council Regulation No 40/94, Art. 4)

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Trade marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - Term DOUBLEMINT

(Council Regulation No 40/94, Art. 7(1)(c))

1. It follows from Article 4 of Regulation No 40/94, according to which the decisive factor if a sign capable
of being represented graphically is to be eligible for registration as a Community trade mark is its capacity to
distinguish the goods of one undertaking from those of another, that the distinctiveness of a sign whose
registration is sought can be assessed only in relation to the goods or services in respect of which registration
of the sign is applied for.

(see paras 17-18 )

2. When it provided in Article 7(1)(c) of Regulation No 40/94 on the Community trade mark that trade marks
which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin or the time of production of the goods or of rendering
of the service, or other characteristics of the goods or service are not to be registered, it was the intention of
the legislature that such signs should, by their purely descriptive nature, be regarded as incapable of
distinguishing the goods of one undertaking from those of another. By contrast, signs or indications whose
meaning goes beyond the merely descriptive are capable of being registered as Community trade marks.

As regards, in this respect, the registration of the term DOUBLEMINT sought for certain goods which may be
flavoured with mint, that term does not enable the public concerned immediately and without further reflection
to detect the description of a characteristic of the goods in question. The numerous meanings of that
composite term - each element of which is a common word of the English language - are immediately
apparent, at least by association or allusion, to an average English-speaking consumer and thus deprive that
sign of any descriptive function, for the purposes of Article 7(1)(c) of Regulation No 40/94, whereas for a
consumer who does not have a sufficient mastery of the English language the term will, by its very nature,
have a vague and fanciful meaning. The term DOUBLEMINT therefore has an ambiguous and suggestive
meaning which is open to various interpretations. The multiplicity of possible semantic combinations precludes
the consumer from remembering one of them in particular. Consequently, that term cannot be characterised as
exclusively descriptive and cannot be denied registration on that ground.

(see paras 19-20, 29-31 )

In Case T-193/99,

Wm. Wrigley Jr. Company, established in Chicago, Illinois (United States of America), represented
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by M. Kinkeldey, lawyer,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by V.
Melgar and S. Laitinen, acting as Agents, with an address for service in Luxembourg,

defendant,

APPLICATION for annulment of the decision of the First Board of Appeal of the Office for Harmonisation in
the Internal Market (Trade Marks and Designs) of 16 June 1999 (Case R 216/1998-1) concerning the
registration of the term DOUBLEMINT as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A. Potocki and A.W.H. Meij, Judges,

Registrar: B. Pastor, Principal Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 1 September 1999,

having regard to the response lodged at the Registry of the Court of First Instance on 6 December 1999,

further to the hearing on 14 September 2000,

gives the following

Judgment

Background to the dispute

1 On 29 March 1996, the applicant filed, under Council Regulation (EC) No 40/94 of 20 December 1993 on
the Community trade mark (OJ 1994 L 11, p. 1), as amended, an application for a Community word mark at
the Office for Harmonisation in the Internal Market (Trade Marks and Designs) (the Office).

2 The trade mark in respect of which registration was sought is the term DOUBLEMINT.

3 The goods in respect of which registration was sought come within, in particular, Classes 3, 5 and 30 for
the purpose of the Nice Agreement concerning the International Classification of Goods and Services for the
Purposes of the Registration of Marks of 15 June 1957, as revised and amended, and are, more specifically:

Cosmetics, dentifrices, including chewing gum for cosmetic purposes (Class 3);

Pharmaceutical, veterinary and sanitary preparations, including chewing gum for medical purposes, chewing
gum with medicinal additives (Class 5);

Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial coffee, coffee substitutes, flour and preparations made
from cereals, bread, biscuits, cakes, pastry and confectionery, caramels, ices; honey; treacle, yeast,
baking-powder, salt, mustard; pepper, vinegar, sauces (condiments), spices; ice; confectionery and chewing
gum without medicinal additives, confectionery including chewing gum; sugar-coated chewing gum, chewing
gum plain, non-medicated confectionery, chocolate, sugars, candy (Class 30).
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4 By decision of 13 October 1998, the examiner refused the application under Article 38 of Regulation No
40/94, on the ground that the term for which registration was sought was purely descriptive and therefore fell
within the ambit of Article 7(1)(c) of Regulation No 40/94.

5 On 8 December 1998, the applicant lodged an appeal at the Office, under Article 59 of Regulation No
40/94, against the examiner's decision. It submitted that, taken in its entirety, the term must be regarded as a
new word creation. Consumers would not understand the words double and mint as each having one single
meaning, but would have to take several mental steps in order to reach a final understanding of their meaning.

6 The appeal was dismissed by decision of 16 June 1999 (the contested decision). In substance, the Board of
Appeal found that the term at issue, which is a combination of two English words with no additional fanciful
or imaginative element, was descriptive of certain characteristics of the goods in question. It could not,
therefore, be registered as a Community trade mark.

Forms of order sought by the parties

7 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs.

8 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

9 At the hearing, the Office stated, without being contradicted by the applicant on that point, that, according
to its research, each of the goods referred to in the application for registration and listed in paragraph 3 above
might contain mint. The applicant stated that its business activities were currently focused on chewing gum.
None the less, its application for registration refers to all the goods mentioned in paragraph 3 above; it is
possible that its activities will be diversified to cover goods other than chewing gum.

Law

10 In support of its application, the applicant puts forward a single plea based on infringement of Article
7(1)(c) of Regulation No 40/94.

Arguments of the parties

11 The applicant submits that the term DOUBLEMINT does not fall within the scope of the provision in
question. That provision covers only marks which consist exclusively of descriptive indications. Once a mental
effort, even a small one, is necessary clearly to discern a trade mark's possible meaning, the mark becomes
suggestive. The expression DOUBLEMINT includes inventive elements.

12 In the applicant's submission, the Board of Appeal was wrong in stating that DOUBLEMINT means twice
the usual amount of mint; consumers cannot know what is the usual amount of mint in the goods in question,
since there is no definition of such a thing. Consequently, there is no taste which is twice as strong as usual.
The term DOUBLEMINT thus does not describe any definable characteristic of the goods in question but
gives a highly fanciful and vague impression of the nature of the goods. Such trade marks are the best
because they stick in consumers' minds.

13 In any event, the word DOUBLEMINT must be considered in its entirety. It is an expression which is
uncommon and fanciful. Furthermore, the fact that the word DOUBLEMINT does not appear in any dictionary
strongly indicates that it is a coined and fanciful term.
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14 The Office submits that descriptive indications, for the purposes of the provision in question, are not, by
their nature, capable of performing the function of a trade mark. Where invented words are involved and they
do not appear in the dictionary, the practice of the Office is to look at how they are perceived by the average
person. In the case of word marks composed of several words, assessment must be based in each case on the
normal and spontaneous understanding of the average person.

15 As regards the present case, the Office states that the compound term DOUBLEMINT consists of two
common words of the English language. A consumer who sees that expression on a packet of chewing gum or
in an advertisement for chewing gum assumes that the product contains a great deal of mint or an addition of
the flavour of mint. Since the message is limited to an immediate description of characteristics, the word is
not registrable.

16 The Office adds that the fact that the term DOUBLEMINT has two meanings - namely twice the usual
amount of mint and flavoured with two varieties of mint - does not give the term at issue a suggestive
meaning, since each of the two meanings is purely descriptive.

Findings of the Court

17 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another.

18 One of the implications of this is that the absolute grounds for refusal listed in Article 7(1) of Regulation
No 40/94 can be assessed only in relation to the goods in respect of which registration of the sign is applied
for (see Case T-163/98 Procter & Gamble v OHIM (Baby-Dry) [1999] ECR II-2383, paragraphs 20 and 21).

19 Under Article 7(1)(c) of Regulation No 40/94 - the only provision in question in this case -, trade marks
which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin or the time of production of the goods... or other
characteristics of the goods ... are not to be registered.

20 It was thus the intention of the legislature that - subject to Article 7(3) of Regulation No 40/94 - such
signs should, by their purely descriptive nature, be regarded as incapable of distinguishing the goods of one
undertaking from those of another. By contrast, signs or indications whose meaning goes beyond the merely
descriptive are capable of being registered as Community trade marks.

21 In this case, the Board of Appeal states in the contested decision that the term DOUBLEMINT is a
combination of two English words, namely the word double - which means consisting of two members, things,
layers, sets and of two or more times the usual size, value, strength - and the word mint - which means, inter
alia, any of various aromatic ... plants of the genus Mentha, which bear lilac flowers and include spearmint,
peppermint, and other culinary herbs and a sweet or chocolate flavoured with an extract of such a plant,
especially peppermint. According to the Board of Appeal, that term immediately indicates to potential
consumers that the goods in question contain twice the usual amount of mint or that they are flavoured with
two varieties of mint.

22 The Board of Appeal does not find it at all relevant that both the word double and the word mint have
alternative meanings, on the ground that a consumer who sees the term at issue assumes, in the Board of
Appeal's view, that the product in question contains a great deal of mint or the flavour of mint. It concludes
that the term at issue is purely descriptive and cannot therefore be registered as a Community trade mark.

23 The Board of Appeal was wrong in regarding the term DOUBLEMINT as exclusively descriptive.

24 First of all, when it is used as a term of praise designed to refer to a given product, the
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adjective double is unusual when compared with more straightforward and commonplace complimentary words
such as much, strong, extra, best or finest, and this is all the more true in the present case in which that
adjective makes no comparative allusion to the single state of the same, or a competitive product.

25 Next, the Board of Appeal itself stated that the word double, more particularly when combined with the
word mint, has two distinct meanings for the potential consumer: twice the usual amount of mint or flavoured
with two varieties of mint.

26 On the basis of that finding, it is not possible to infer from the mere term DOUBLEMINT whether the
product referred to contains twice as much mint, for example peppermint, or whether it is flavoured with two
different varieties of mint, for example peppermint and spearmint.

27 Finally, as regards solely the case of a combination of two sorts of mint, it is possible, furthermore, that
the flavour of spearmint or that of another culinary herb is much stronger than that of peppermint, so that the
consumer must expect a product containing two sorts of mint to have a taste which is very different from that
of a product containing only peppermint in double quantity.

28 Still on the subject of a combination of two sorts of mint, it is important to bear in mind, finally, that
mint is a generic term which includes, according to the Board of Appeal's findings, spearmint, peppermint and
other culinary herbs. Consequently, there are several possible ways of combining two sorts of mint and, in
addition, various strengths of flavour are possible in the case of each combination.

29 Therefore, the numerous meanings of the composite term DOUBLEMINT - each element of which is a
common word of the English language - are immediately apparent, at least by association or allusion, to an
average English-speaking consumer and thus deprive that sign of any descriptive function, for the purposes of
Article 7(1)(c) of Regulation No 40/94, whereas for a consumer who does not have a sufficient mastery of the
English language the term at issue will, by its very nature, have a vague and fanciful meaning.

30 It follows from all the foregoing considerations that the term DOUBLEMINT, when applied to the goods
referred to in the application for registration, has an ambiguous and suggestive meaning which is open to
various interpretations. The multiplicity of possible semantic combinations therefore precludes the consumer
from remembering one of them in particular. Accordingly, the term at issue does not enable the public
concerned immediately and without further reflection to detect the description of a characteristic of the goods
in question.

31 Consequently, that term cannot be characterised as exclusively descriptive.

32 It follows that the contested decision must be annulled.

Costs

33 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings.

34 In this case, the Office has been unsuccessful. Consequently, it must be ordered to pay the costs, in
accordance with the form of order sought by the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the First Board of Appeal of the Office for Harmonisation in the Internal

© An extract from a JUSTIS database



61999A0193 European Court reports 2001 Page II-00417 6

Market (Trade marks and Designs) of 16 June 1999 (Case R 216/1998-1);

2. Orders the defendant to pay the costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

Taurus-Film GmbH & Co. v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Term CINE COMEDY - Absolute grounds for refusal - Article 7(1)(c) of
Regulation (EC) No 40/94.

Case T-136/99.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Assessment in relation to the goods or services for which registration applied for

(Council Regulation No 40/94, Arts 4 and 7(1)(b) and (c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Trade marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - Term Cine Comedy

(Council Regulation No 40/94, Art. 7(1)(c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Descriptive character of sign - None - Finding of no minimal touch of imagination not sufficient to
negate the distinctiveness of the sign

(Council Regulation No 40/94, Art. 7(1)(b) and (c))

1. The absolute grounds for refusal to register a trade mark set out in Article 7(1)(b) and (c) of Regulation
No 40/94 on the Community trade mark, which are, respectively, the absence of distinctive character and the
descriptive character of the sign, can be assessed only in relation to the goods or services in respect of which
registration has been applied for.

(see para. 25 )

2. As regards registration of the term Cine Comedy, applied for in respect of certain products and services
connected with cinema operation, the production of television programmes and television distribution, that
term, formed by the mere juxtaposition of those two words, may serve to designate the product comedy in
film form. In addition, the term Cine Comedy may enable the public concerned to establish immediately and
without further reflection a concrete and direct relationship with the majority of the services in question,
particularly those which may concretely and directly concern the product comedy in film form or the
production or transmission of the latter. Therefore, in respect of those latter services and of the comedy in
film form product, registration of the term Cine Comedy may be refused on the basis of Article 7(1)(c) of
Regulation No 40/94.

As regards registration of that same term Cine Comedy, applied for in respect of categories of services which
envisage the supply of other services, particularly technical, legal, management or organisational services, in
connection with cinema operation, the production of television programmes and television, that term does not
enable the public concerned to establish immediately and without further reflection the description of one of
their characteristics. The possible relationship between that term and those technical, legal, management or
organisational services - assuming that, in particular cases, they were directed towards comedies in the form of
films - is too vague and indeterminate to confer on that term a descriptive character in relation to those
services. Therefore, in respect of those latter services, registration of the term Cine Comedy cannot be refused
pursuant to Article 7(1)(c) of Regulation No 40/94.

(see paras 23, 26 to 29, 31 )

3. Where a sign, registration of which has been applied for, has been regarded as not being descriptive,

© An extract from a JUSTIS database



61999A0136 European Court reports 2001 Page II-00397 2

lack of distinctiveness cannot result from the mere finding by an appeal board that the sign lacks a minimum
amount of imagination.

(see para. 31 )

In Case T-136/99,

Taurus-Film GmbH & Co, established in Unterföhring (Germany), represented by R. Schneider, lawyer, with
an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and S. Bonne, acting as Agents, with an address for service in Luxembourg,

defendant,

APPLICATION for annulment of the decision of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 19 March 1999 (Case R 97/98-3), concerning the
registration of the term Cine Comedy as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A. Potocki and A.W.H. Meij, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 1 June 1999,

having regard to the reply lodged at the Registry of the Court of First Instance on 16 September 1999,

further to the hearing on 5 July 2000,

gives the following

Judgment

Costs

37 Under Article 87(3) of the Rules of Procedure, the Court may rule that each party is to bear its own costs
where each party succeeds on some and fails on other heads. In this case, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 19 March 1999 (Case R 97/98-3) in so far as it concerns the following
services:

allocation and transfer of rights of access for users of various communication networks, falling under Class
38;
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cultural activities; organisation and conducting of shows, quizzes and musical events and conducting
competitions in the entertainment field, with a view to their broadcasting either at a subsequent time or live
on radio or television; production of television and radio advertising broadcasts including associated prize
game broadcasts; organising competitions in the entertainment field; organising concerts, theatre events and
variety shows, all falling under Class 41;

management and exploitation of copyright and industrial property rights for others; technical consultancy in
the field of multimedia, interactive television and Pay TV (in so far as included in Class 42); computer
programming, including video and computer games, all falling under Class 42;

2. Dismisses the appeal as to the remainder;

3. Orders the parties to bear their own costs.

Facts

1 On 10 October 1996, pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, the applicant submitted an application for a
Community trade mark with the Deutsches Patentamt (German Patent Office) which reached the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) on 24 October 1996.

2 The trade mark in respect of which registration was sought is the term Cine Comedy.

3 The products and services in respect of which registration was requested fall within Classes 9, 16, 38, 41
and 42 of the Nice Agreement on the International Classification of Goods and Services for the Purposes of
the Registration of Marks of 15 June 1957, as revised and amended.

4 By letter notified on 20 February 1998, the examiner issued objections to the applicant's application. By
letter of 26 March 1998, the applicant submitted its observations on those objections.

5 By decision of 7 May 1998, the examiner rejected the application for registration in its entirety, invoking
the absolute grounds for refusal laid down in Article 7(1)(b) and (c) of Regulation No 40/94.

6 On 22 June 1998, the applicant lodged an appeal with the Office, pursuant to Article 59 of Regulation No
40/94, against the examiner's decision.

7 The appeal was submitted to the examiner for interlocutory revision pursuant to Article 60 of Regulation No
40/94. It was then referred to the boards of appeal.

8 By decision of 19 March 1999, the Third Board of Appeal ruled on the appeal (the contested decision). In
that decision, the Board of Appeal held, first, that, in several Community languages (English, Spanish, French,
Italian, German), the word Cine signifies cinematographic, cinema, film or cinema film or cinematography.
Moreover, it found that, in German, the word Comedy, as a word of foreign origin, is used to designate a
comedy [...] particularly on the television, and as an abbreviation for "Comedyshow", that is to say a show,
particularly on the television, in which sketches, slapstick and the like are presented. It deduced that the
combination of the two words Cine and Comedy - at least in the German-speaking area - produces not merely
an indeterminate and vague or ambivalent impression, but serves as a clear and unmistakable indication of a
particular category of films, namely television or film comedies (paragraph 26 of the contested decision).

9 The Board of Appeal then examined in respect of each of the five groups of products and services for
which the application for registration of the term Cine Comedy had been lodged whether that registration
should be refused on the basis of Article 7(1)(b) and/or (c) of Regulation No 40/94. In the light of that
examination, it annulled the examiner's decision of 7 May 1998 in so far as
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it had refused registration of the term Cine Comedy for products in Classes 9 and 16 and certain services in
Classes 38, 41 and 42. In relation to those products and services, it referred the matter back to the examiner
for a fresh ruling. As to the remainder, it dismissed the appeal. Finally, it dismissed the applicant's application
for reimbursement of the appeal fee.

10 The contested decision shows that the Board of Appeal confirmed the decision of the examiner in so far as
the latter rejected the application for registration of the term Cine Comedy for the following services:

Class 38

Wireless or networked broadcast of radio and television transmissions/programmes; broadcasting of film,
television or radio programmes or transmissions; allocation and transfer of rights of access for users of various
communication networks; telecommunications; transmission of sound and images by means of satellites;
broadcasting Pay TV including video on demand, including with others being a digital platform; services in
the field of telecommunications and information banks, in particular transmission of information stored in
databases via telecommunications; transmission of information to others, broadcasting information via wireless
or relay networks; on-line services and transmissions, namely transfer of information and messages including
E-mail; transmission of information, including sound, image and data.

Class 41

Production, reproduction, showing and rental of films, videos and other television programmes; production and
reproduction of data, speech, text, sound and image recordings of video and/or audio cassettes, tapes and discs
(including CD-ROMs and CDIs) and of video games (computer games); demonstration and rental of video
and/or audio cassettes, tapes and discs (including CD-ROMs and CDIs) and of video games (computer games);
rental of television receiving apparatus and decoders; entertainment; cultural activities; organisation and
conducting of shows, quizzes and musical events and conducting competitions in the entertainment field, with
a view to their broadcasting either at a subsequent time or live on radio or television; production of television
and radio advertising broadcasts including associated prize game broadcasts; organising competitions in the
entertainment field; organising concerts, theatre events and variety shows; producing film, television, radio and
BTX programmes or transmissions, radio and television entertainment; producing films and videos and other
audiovisual programmes of a cultural and entertainment nature, including for children and young people;
organising radio and television programmes/broadcasts via wireless or relay networks; recording, storing,
processing and reproduction of information, including sound and image.

Class 42

Allocation, transfer, rental and other exploitation of rights to films, television and video productions and other
image and sound programmes; management and exploitation of copyright and industrial property rights for
others; exploitation of film and television ancillary rights in the field of merchandising; software design, in
particular in the field of multimedia, interactive television and Pay TV; technical consultancy in the field of
multimedia, interactive television and Pay TV (in so far as included in Class 42); computer programming,
including video and computer games.

Forms of order sought

11 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to permit registration of the term Cine Comedy as a Community trade mark in respect of
the services in Classes 38, 41 and 42 for which registration has been refused;
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- order the Office to refund the appeal fee to the applicant;

- order the Office to pay the costs of the dispute, including those relating to the procedure before the Board
of Appeal.

12 The Office contends that the Court should:

- dismiss the applicant's second head of claim as inadmissible;

- as to the remainder, dismiss the application as unfounded;

- order the applicant to pay the costs.

13 At the hearing, the applicant withdrew its second head of claim, seeking that the Office be ordered to
permit registration of the term Cine Comedy for certain services. The Court took formal note of the
withdrawal.

The claim for annulment

Arguments of the parties

14 The applicant submits that the Board of Appeal misinterpreted the provisions of Article 7(1)(b) and (c) of
Regulation No 40/94.

15 As regards the absolute ground for refusal laid down in Article 7(1)(c) of Regulation No 40/94, the
applicant states that the Board of Appeal itself observed that that ground may apply only if the descriptive
character of the sign concerned, only the overall impression of which should be taken into account, is clear
and unequivocal, and that it is not enough for that character to be merely suggested and become perceptible
only after reflection.

16 In this case, the term Cine Comedy is, the applicant submits, devoid of clear semantic content, especially
in the German-speaking area which the Board of Appeal more particularly took into account as a basis for its
assessment. That term - which does not exist either in German or any other Community language - is not
capable in itself of being descriptive, as the public uses only expressions which already exist to describe
products and services.

17 As regards the absolute ground for refusal laid down in Article 7(1)(b) of Regulation No 40/94, the
applicant argues that the public concerned will perceive Cine Comedy as an invented term with the power to
distinguish between the products and services of one undertaking and those of another, especially as it is used
as a trade mark. It emphasises in that respect that the Board of Appeal itself recognised that the combination
of the two words in the registered trade mark is unusual, and, as composed, constitutes a neologism the use or
existence of which cannot be demonstrated anywhere (paragraph 25 of the contested decision).

18 The Office replies, in relation to the absolute ground for refusal laid down in Article 7(1)(c) of Regulation
No 40/94, that it does not matter that a sign does not appear as such in dictionaries. It then observes that a
sign needs to be assessed in its entirety, the decisive factor being how the target public understands it in
general. If the sign, in relation to the products and services for which registration as a Community trade mark
was sought, were to be understood immediately and spontaneously by the public concerned in a particular
way, that would be a sign with a descriptive character. If, on the other hand, that sign were understood as an
original concept which evokes certain properties of those products and services only indirectly, it would not
have that character.

19 As regards the word Cine, the Office refers to dictionaries, daily newspapers and television schedules to
demonstrate that in English, French, Italian and German it is spontaneously interpreted as the abbreviated form
of cinema. Regarding the word Comedy, the Office argues that it designates a comedy, or a comedy in film
form and, in German usage, a televised broadcast in the form of sketches
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or slapstick. In support of those assessments, the Office refers to programme schedules in German, English,
French and Spanish.

20 In the light of the above, an average consumer would immediately and spontaneously understand the
combination of Cine and Comedy as signifying that it was a question - according to the language - of a
comedy in film form or a comedy at the cinema, without further analysis. Therefore, the Office maintains that
the sign in question is descriptive.

21 As for distinctive character, the Office argues that, for the same reasons as those set out above in relation
to the descriptive character of the sign, registration of the term Cine Comedy as a Community trade mark
must also be refused on the basis of Article 7(1)(b) of Regulation No 40/94.

Findings of the Court

22 Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character
are not to be registered.

23 Under Article 7(1)(c) of the same regulation, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered.

24 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another.

25 It follows, in particular, that the absolute grounds for refusal set out in Article 7(1)(b) and (c) of
Regulation No 40/94 can be assessed only in relation to the goods or services in respect of which registration
of the sign is applied for (see Case T-163/98 Procter &Gamble v OHIM (Baby-Dry) [1999] ECR II-2383,
paragraphs 20 and 21).

26 In this case the Board of Appeal was not wrong in holding that the term Cine Comedy may serve to
designate certain characteristics - in particular the type and the quality - of a given category of films, namely
comedies on the television or at the cinema. As the Board of Appeal has observed, in several Community
languages the word Cine signifies cinematographic, cinema, film or cinema film or cinematography. Moreover,
in those same languages, the public concerned will understand the word Comedy immediately and without
further reflection as comedy. Therefore, the term Cine Comedy, formed by the mere juxtaposition of those two
words, may serve to designate the product comedy in film form.

27 As regards, next, the services in respect of which the Board of Appeal, in the contested decision, dismissed
the appeal brought before it, it must be acknowledged that the term Cine Comedy is such as to enable the
public concerned to establish immediately and without further reflection a concrete and direct relationship with
the majority of the services in question, particularly those which may concretely and directly concern the
product comedy in film form or the production or transmission of the latter.

28 However, that is not the case as regards the categories of services which follow and which envisage the
supply of other services, particularly technical, legal, management or organisational services:

allocation and transfer of rights of access for users of various communication networks, falling under Class
38;

cultural activities; organisation and conducting of shows, quizzes and musical events and conducting
competitions in the entertainment field, with a view to their broadcasting either at a subsequent
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time or live on radio or television; production of television and radio advertising broadcasts including
associated prize game broadcasts; organising competitions in the entertainment field; organising concerts,
theatre events and variety shows, all falling under Class 41;

management and exploitation of copyright and industrial property rights for others; technical consultancy in
the field of multimedia, interactive television and Pay TV (in so far as included in Class 42); computer
programming, including video and computer games, all falling under Class 42.

29 In relation to those services, the term Cine Comedy does not enable the public concerned to discern
immediately and without further reflection the description of one of their characteristics for the purposes of
Article 7(1)(c) of Regulation No 40/94. The possible relationship between the term Cine Comedy and those
technical, legal, management or organisational services - assuming that, in particular cases, they were directed
towards comedies in the form of films - is too vague and indeterminate to confer on that term a descriptive
character in relation to those services.

30 Next, in order to declare the term Cine Comedy devoid of distinctive character in relation to the products
and services for which it had regarded it as descriptive, the Board of Appeal merely observed that: [...] even
the combination of the terms used in the application cannot bring that minimum amount of extra imagination
capable of conferring a distinctive character upon it. In the contested decision, the lack of distinctiveness of
the sign of which registration is requested has thus been deduced from the fact that it is descriptive and does
not display a minimum amount of imagination.

31 However, in respect of the services referred to in paragraph 28 of this judgment, it has been held above
that registration of the term Cine Comedy could not be refused pursuant to Article 7(1)(c) of Regulation No
40/94. In those circumstances, the lack of distinctiveness cannot result from the mere finding, in the contested
decision, of the absence of a minimum amount of imagination.

32 It follows that the contested decision must be annulled as regards the services referred to in paragraph 28
above, and that the claim for annulment must be dismissed as to the remainder.

The claim for reimbursement of the appeal fee

33 The applicant submits that the Board of Appeal should have upheld its claim for a refund of the appeal fee
pursuant to Rule 51 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1). It refers in that respect to a
decision of the Second Board of Appeal, in which the latter had annulled a decision of the examiner,
comparable to that of 7 May 1998, for an insufficient statement of reasons and ordered the refund of the
appeal fee.

34 The Court notes that Rule 51 of Regulation No 2868/95 is worded as follows: The reimbursement of
appeal fees shall be ordered in the event of interlocutory revision or where the Board of Appeal deems an
appeal to be allowable, if such reimbursement is equitable by reason of a substantial procedural violation. In
the event of interlocutory revision, reimbursement shall be ordered by the department whose decision has been
impugned, and in other cases by the Board of Appeal.

35 In this case, having examined the file before the Board of Appeal, the Court finds that the latter was not
wrong in holding that the examiner did not fail to comply with essential procedural requirements. Although
the reasons stated for the examiner's decision were brief, they enabled the applicant to take cognisance of the
reasons for rejecting its application for registration of the term Cine Comedy as a Community trade mark and
to challenge that decision effectively before the Board of Appeal, as the applicant has done.

36 It follows that the claim for reimbursement of the appeal fee must be dismissed.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001.

Taurus-Film GmbH & Co. v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Term CINE ACTION - Absolute grounds for refusal - Article 7(1)(c) of
Regulation (EC) No 40/94.

Case T-135/99.

1. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Assessment in relation to the goods or services for which registration applied for

(Council Regulation No 40/94, Arts 4 and 7(1) (b) and (c))

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Trade marks which consist exclusively of signs or indications which may serve to designate the
characteristics of a product - Term Cine Action

(Council Regulation No 40/94, Art. 7(1)(c))

3. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Descriptive character of sign - None - Finding of no minimal touch of imagination not sufficient to
negate the distinctiveness of the sign

(Council Regulation No 40/94, Art. 7(1)(c))

1. The absolute grounds for refusal to register a trade mark set out in Article 7(1)(b) and (c) of Regulation
No 40/94 on the Community trade mark, which are, respectively, the absence of distinctive character and the
descriptive character of the sign, can be assessed only in relation to the goods or services in respect of which
registration has been applied for.

(see para. 25 )

2. As regards registration of the term Cine Action, applied for in respect of certain products and services
connected with cinema operation, the production of television programmes and television distribution, that
term, formed by the mere juxtaposition of those two words, may serve to designate the product known to the
public under the expression action film. In addition, the term Cine Action may enable the public concerned to
establish immediately and without further reflection a concrete and direct relationship with the majority of the
services in question, particularly those which may concretely and directly concern the action film product or
the production or transmission of the latter. Therefore, in respect of those latter services and of the action film
product, registration of the term Cine Action may be refused on the basis of Article 7(1)(c) of Regulation No
40/94.

As regards registration of that same term Cine Action, applied for in respect of categories of services which
envisage the supply of other services, particularly technical, legal, management or organisational services, in
connection with cinema operation, the production of television programmes and television, that term does not
enable the public concerned to establish immediately and without further reflection the description of one of
their characteristics. The possible relationship between that term and those technical, legal, management or
organisational services - assuming that, in particular cases, they were directed towards action films - is too
vague and indeterminate to confer on that term a descriptive character in relation to those services. Therefore,
in respect of those latter services, registration of the term Cine Action cannot be refused pursuant to Article
7(1)(c) of Regulation No 40/94.

(see paras 23, 26 to 29, 31 )

3. Where a sign, registration of which has been applied for, has been regarded as not being descriptive,
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lack of distinctiveness cannot result from the mere finding by an appeal board that the sign lacks a minimum
amount of imagination.

(see para. 31 )

In Case T-135/99,

Taurus-Film GmbH & Co, established in Unterföhring (Germany), represented by R. Schneider, lawyer, with
an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by D.
Schennen and S. Bonne, acting as Agents, with an address for service in Luxembourg,

defendant,

APPLICATION for annulment of the decision of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 19 March 1999 (Case R 98/98-3), concerning the
registration of the term Cine Action as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A. Potocki and A.W.H. Meij, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 1 June 1999,

having regard to the reply lodged at the Registry of the Court of First Instance on 16 September 1999,

further to the hearing on 5 July 2000,

gives the following

Judgment

Costs

37 Under Article 87(3) of the Rules of Procedure, the Court may rule that each party is to bear its own costs
where each party succeeds on some and fails on other heads. In this case, it is appropriate to order the parties
to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 19 March 1999 (Case R 98/98-3) in so far as it concerns the following
services:

allocation and transfer of rights of access for users of various communication networks, falling under Class
38;

© An extract from a JUSTIS database



61999A0135 European Court reports 2001 Page II-00379 3

cultural activities; organisation and conducting of shows, quizzes and musical events and conducting
competitions in the entertainment field, with a view to their broadcasting either at a subsequent time or live
on radio or television; production of television and radio advertising broadcasts including associated prize
game broadcasts; organising competitions in the entertainment field; organising concerts, theatre events and
variety shows, all falling under Class 41;

management and exploitation of copyright and industrial property rights for others; technical consultancy in
the field of multimedia, interactive television and Pay TV (in so far as included in Class 42); computer
programming, including video and computer games, all falling under Class 42;

2. Dismisses the appeal as to the remainder;

3. Orders the parties to bear their own costs.

Facts

1 On 10 October 1996, pursuant to Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1), as amended, the applicant submitted an application for a
Community trade mark with the Deutsches Patentamt (German Patent Office) which reached the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (the Office) on 24 October 1996.

2 The trade mark in respect of which registration was sought is the term Cine Action.

3 The products and services in respect of which registration was requested fall within Classes 9, 16, 38, 41
and 42 of the Nice Agreement on the International Classification of Goods and Services for the Purposes of
the Registration of Marks of 15 June 1957, as revised and amended.

4 By letter notified on 20 February 1998, the examiner issued objections to the applicant's application. By
letter of 26 March 1998, the applicant submitted its observations on those objections.

5 By decision of 7 May 1998, the examiner rejected the application for registration in its entirety, invoking
the absolute grounds for refusal laid down in Article 7(1)(b) and (c) of Regulation No 40/94.

6 On 22 June 1998, the applicant lodged an appeal with the Office, pursuant to Article 59 of Regulation No
40/94, against the examiner's decision.

7 The appeal was submitted to the examiner for interlocutory revision pursuant to Article 60 of Regulation No
40/94. It was then referred to the boards of appeal.

8 By decision of 19 March 1999, the Third Board of Appeal ruled on the appeal (the contested decision). In
that decision, the Board of Appeal held, first, that, in several Community languages (English, Spanish, French,
Italian, German), the word Cine signifies cinematographic, cinema, film or cinema film or cinematography.
Moreover, it found that, in German, the word Action, as a word of foreign origin, is currently used in modern
colloquial language as an abbreviation for action film. It deduced that the combination of the two words Cine
and Action - at least in the German-speaking area - produces not merely an indeterminate and vague or
ambivalent impression, but serves as a clear and unmistakable indication of a particular category of films,
namely action films (paragraph 27 of the contested decision).

9 The Board of Appeal then examined in respect of each of the five groups of products and services for
which the application for registration of the term Cine Action had been lodged whether that registration should
be refused on the basis of Article 7(1)(b) and/or (c) of Regulation No 40/94. In the light of that examination,
it annulled the examiner's decision of 7 May 1998 in so far as it had refused registration of the term Cine
Action for products in Classes 9 and 16 and certain

© An extract from a JUSTIS database



61999A0135 European Court reports 2001 Page II-00379 4

services in Classes 38, 41 and 42. In relation to those products and services, it referred the matter back to the
examiner for a fresh ruling. As to the remainder, it dismissed the appeal. Finally, it dismissed the applicant's
application for reimbursement of the appeal fee.

10 The contested decision shows that the Board of Appeal confirmed the decision of the examiner in relation
to the following services:

Class 38

Wireless or networked broadcast of radio and television transmissions/programmes; broadcasting of film,
television or radio programmes or transmissions; allocation and transfer of rights of access for users of various
communication networks; telecommunications; transmission of sound and images by means of satellites;
broadcasting Pay TV including video on demand, including with others being a digital platform; services in
the field of telecommunications and information banks, in particular transmission of information stored in
databases via telecommunications; transmission of information to others, broadcasting information via wireless
or relay networks; on-line services and transmissions, namely transfer of information and messages including
E-mail; transmission of information, including sound, image and data.

Class 41

Production, reproduction, showing and rental of films, videos and other television programmes; production and
reproduction of data, speech, text, sound and image recordings of video and/or audio cassettes, tapes and discs
(including CD-ROMs and CDIs) and of video games (computer games); demonstration and rental of video
and/or audio cassettes, tapes and discs (including CD-ROMs and CDIs) and of video games (computer games);
rental of television receiving apparatus and decoders; entertainment; cultural activities; organisation and
conducting of shows, quizzes and musical events and conducting competitions in the entertainment field, with
a view to their broadcasting either at a subsequent time or live on radio or television; production of television
and radio advertising broadcasts including associated prize game broadcasts; organising competitions in the
entertainment field; organising concerts, theatre events and variety shows; producing film, television, radio and
BTX programmes or transmissions, radio and television entertainment; producing films and videos and other
audiovisual programmes of a cultural and entertainment nature, including for children and young people;
organising radio and television programmes/broadcasts via wireless or relay networks; recording, storing,
processing and reproduction of information, including sound and image.

Class 42

Allocation, transfer, rental and other exploitation of rights to films, television and video productions and other
image and sound programmes; management and exploitation of copyright and industrial property rights for
others; exploitation of film and television ancillary rights in the field of merchandising; software design, in
particular in the field of multimedia, interactive television and Pay TV; technical consultancy in the field of
multimedia, interactive television and Pay TV (in so far as included in Class 42); computer programming,
including video and computer games.

Forms of order sought

11 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to permit registration of the term Cine Action as a Community trade mark in respect of the
services in Classes 38, 41 and 42 for which registration has been refused;

- order the Office to refund the appeal fee to the applicant;

- order the Office to pay the costs of the dispute, including those relating to the procedure before
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the Board of Appeal.

12 The Office contends that the Court should:

- dismiss the applicant's second head of claim as inadmissible;

- as to the remainder, dismiss the application as unfounded;

- order the applicant to pay the costs.

13 At the hearing, the applicant withdrew its second head of claim, seeking that the Office be ordered to
permit registration of the term Cine Action for certain services. The Court took formal note of the withdrawal.

The claim for annulment

Arguments of the parties

14 The applicant submits that the Board of Appeal misinterpreted the provisions of Article 7(1)(b) and (c) of
Regulation No 40/94.

15 As regards the absolute ground for refusal laid down in Article 7(1)(c) of Regulation No 40/94, the
applicant states that the Board of Appeal itself observed that that ground may apply only if the descriptive
character of the sign concerned, only the overall impression of which should be taken into account, is clear
and unequivocal, and that it is not enough for that character to be merely suggested and become perceptible
only after reflection.

16 In this case, the term Cine Action is, the applicant submits, devoid of clear semantic content, especially in
the German-speaking area which the Board of Appeal more particularly took into account as a basis for its
assessment. That term - which does not exist either in German or any other Community language - is not
capable in itself of being descriptive, as the public uses only expressions which already exist to describe
products and services.

17 As regards the absolute ground for refusal laid down in Article 7(1)(b) of Regulation No 40/94, the
applicant argues that the public concerned will perceive Cine Action as an invented term with the power to
distinguish between the products and services of one undertaking and those of another, especially as it is used
as a trade mark. It emphasises in that respect that the Board of Appeal itself recognised that the combination
of the two words in the registered trade mark is unusual, and, as composed, constitutes a neologism the use or
existence of which cannot be demonstrated anywhere (paragraph 26 of the contested decision).

18 The Office replies, in relation to the absolute ground for refusal laid down in Article 7(1)(c) of Regulation
No 40/94, that it does not matter that a sign does not appear as such in dictionaries. It then observes that a
sign needs to be assessed in its entirety, the decisive factor being how the target public understands it in
general. If the sign, in relation to the products and services for which registration as a Community trade mark
was sought, were to be understood immediately and spontaneously by the public concerned in a particular
way, that would be a sign with a descriptive character. If, on the other hand, that sign were understood as an
original concept which evokes certain properties of those products and services only indirectly, it would not
have that character.

19 As regards the word Cine, the Office refers to dictionaries, daily newspapers and television schedules to
demonstrate that in English, French, Italian and German it is spontaneously interpreted as the abbreviated form
of cinema. Regarding the word Action, the Office argues that it designates, on the one hand, the action of
films and televised broadcasts of all sorts and, also, in particular, a category or genre of films, namely films
full of action and tending to be violent. In that sense, the Office maintains that Action is used as much on its
own as it is in expressions like action films, as is proved by television programmes in German, English,
French and Spanish.
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20 In the light of the above, an average consumer would immediately and spontaneously understand the
combination of Cine and Action as signifying that it was a question - according to the language - of action
cinema, action films or the action of a film, without further analysis. Therefore, the Office maintains that the
sign in question is descriptive.

21 As for distinctive character, the Office argues that, for the same reasons as those set out above in relation
to the descriptive character of the sign, registration of the term Cine Action as a Community trade mark must
also be refused on the basis of Article 7(1)(b) of Regulation No 40/94.

Findings of the Court

22 Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character
are not to be registered.

23 Under Article 7(1)(c) of the same regulation, trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the goods or of rendering of the service, or other characteristics of the
goods or service are not to be registered.

24 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another.

25 It follows, in particular, that the absolute grounds for refusal set out in Article 7(1)(b) and (c) of
Regulation No 40/94 can be assessed only in relation to the goods or services in respect of which registration
of the sign is applied for (see Case T-163/98 Procter &Gamble v OHIM (Baby-Dry) [1999] ECR II-2383,
paragraphs 20 and 21).

26 In this case the Board of Appeal was not wrong in holding that the term Cine Action may serve to
designate certain characteristics - in particular the type and the quality - of a given category of films, namely
action films. As the Board of Appeal has observed, in several Community languages the word Cine signifies
cinematographic, cinema, film or cinema film or cinematography. Therefore, the term Cine Action, formed by
the mere juxtaposition of those two words, may serve to designate the product known to the public under the
expression action film.

27 As regards, next, the services in respect of which the Board of Appeal, in the contested decision, dismissed
the appeal brought before it, it must be acknowledged that the term Cine Action is such as to enable the
public concerned to establish immediately and without further reflection a concrete and direct relationship with
the majority of the services in question, particularly those which may concretely and directly concern the
product action film or the production or transmission of the latter.

28 However, that is not the case as regards the categories of services which follow and which envisage the
supply of other services, particularly technical, legal, management or organisational services:

allocation and transfer of rights of access for users of various communication networks, falling under Class
38;

cultural activities; organisation and conducting of shows, quizzes and musical events and conducting
competitions in the entertainment field, with a view to their broadcasting either at a subsequent time or live
on radio or television; production of television and radio advertising broadcasts including associated prize
game broadcasts; organising competitions in the entertainment field; organising concerts, theatre events and
variety shows, all falling under Class 41;

management and exploitation of copyright and industrial property rights for others; technical consultancy
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in the field of multimedia, interactive television and Pay TV (in so far as included in Class 42); computer
programming, including video and computer games, all falling under Class 42.

29 In relation to those services, the term Cine Action does not enable the public concerned to discern
immediately and without further reflection the description of one of their characteristics for the purposes of
Article 7(1)(c) of Regulation No 40/94. The possible relationship between the term Cine Action and those
technical, legal, management or organisational services - assuming that, in particular cases, they were directed
towards action films - is too vague and indeterminate to confer on that term a descriptive character in relation
to those services.

30 Next, in order to declare the term Cine Action devoid of distinctive character in relation to the products
and services for which it had regarded it as descriptive, the Board of Appeal merely observed that: [...] even
the combination of the terms used in the application cannot bring that minimum amount of extra imagination
capable of conferring a distinctive character upon it. In the contested decision, the lack of distinctiveness of
the sign of which registration is requested has thus been deduced from the fact that it is descriptive and does
not display a minimum amount of imagination.

31 However, in respect of the services referred to in paragraph 28 of this judgment, it has been held above
that registration of the term Cine Action could not be refused pursuant to Article 7(1)(c) of Regulation No
40/94. In those circumstances, the lack of distinctiveness cannot result from the mere finding, in the contested
decision, of the absence of a minimum amount of imagination.

32 It follows that the contested decision must be annulled as regards the services referred to in paragraph 28
above, and that the claim for annulment must be dismissed as to the remainder.

The claim for reimbursement of the appeal fee

33 The applicant submits that the Board of Appeal should have upheld its claim for a refund of the appeal fee
pursuant to Rule 51 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing Council
Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1). It refers in that respect to a
decision of the Second Board of Appeal, in which the latter had annulled a decision of the examiner,
comparable to that of 7 May 1998, for an insufficient statement of reasons and ordered the refund of the
appeal fee.

34 The Court notes that Rule 51 of Regulation No 2868/95 is worded as follows: The reimbursement of
appeal fees shall be ordered in the event of interlocutory revision or where the Board of Appeal deems an
appeal to be allowable, if such reimbursement is equitable by reason of a substantial procedural violation. In
the event of interlocutory revision, reimbursement shall be ordered by the department whose decision has been
impugned, and in other cases by the Board of Appeal.

35 In this case, having examined the file before the Board of Appeal, the Court finds that the latter was not
wrong in holding that the examiner did not fail to comply with essential procedural requirements. Although
the reasons stated for the examiner's decision were brief, they enabled the applicant to take cognisance of the
reasons for rejecting its application for registration of the term Cine Action as a Community trade mark and
to challenge that decision effectively before the Board of Appeal, as the applicant has done.

36 It follows that the claim for reimbursement of the appeal fee must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)November 2001.

Signal Communications Ltd v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHIM).

Community trade mark - Word mark TELEYE - Application accompanied by a claim of priority on
the basis of the earlier mark TELEEYE - Request for correction - Substantial alteration of the mark.

Case T-128/99.

1. Community trade mark - Filing an application for a Community trade mark - Right of priority -
Application for a trade mark accompanied by a claim of priority - Examination by the Office of whether all
the requirements, both substantive and formal, have been satisfied

(Council Regulation No 40/94, Art. 29)

2. Community trade mark - Registration procedure - Withdrawal, restriction and amendment of trade mark
applications - Request for correction of a mark - Request directly linked to a claim of priority - Effect on the
examination of the request for correction

(Council Regulation No 40/94, Arts 29 and 44(2))

1. In the case of an application for a Community trade mark accompanied by a claim of priority, made in
accordance with Article 29 of Regulation No 40/94, the fact that the applicant's intention is to apply for
registration of the same mark as that on which he relies for the purpose of claiming priority does not, as such,
mean that there is no point in examining the claim of priority or that a claim of priority could never be
rejected because the document evidencing the priority would be compelling for the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) (OHIM) as regards showing the applicant's intention. An
application for a Community trade mark accompanied by a claim of priority cannot be accepted automatically
on the basis of an absolute presumption that the applicant's intention is to apply for the same mark as that by
reference to which he claims priority, but must be subjected to an examination in which the Office considers
whether all the requirements, both substantive and formal, have been satisfied.

(see paras 43-44 )

2. By providing for the possibility of amending a Community trade mark application at the request of the
applicant in the cases set out in Article 44(2) of Regulation No 40/94 and under certain specific conditions in
order, in particular, to correct errors of wording or of copying, or obvious mistakes, provided that such
correction does not substantially change the trade mark, the Community legislature sought to achieve two
aims. First, it wished to avoid the difficulties - including the need for the applicant to file a new application -
which would be occasioned by an absolute prohibition of amendment of applications for a trade mark. Second,
in limiting that possibility by requiring that the amendment should not substantially change the trade mark, the
legislature meant to prevent the abuses that might result from a very liberal system of amendment and thus to
protect the interests of third parties so far as the availability of signs is concerned.

Where the request for correction of the Community trade mark applied for is directly linked to a claim of
priority in the sense that the correction is intended to make the spelling of that mark coincide with that of the
mark applied for earlier, this factor is one which must be taken into account in construing the requirement,
mentioned above, that the amendment should not substantially change the trade mark.

(see paras 48-49 )
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In Case T-128/99,

Signal Communications Ltd, established in Hong Kong (China), represented by J. Grayston and A. Bywater,
Lawyers, with an address for service in Luxembourg,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by F. Lopez
de Rego and G. Humphreys, acting as Agents, with an address for service in Luxembourg,

defendant,

ACTION brought against the decision of 24 March 1999 of the First Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (Case R 219/1998-1), notified to the
applicant on 25 March 1999,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: P. Mengozzi, President, R.M. Moura Ramos and V. Tiili, Judges,

Registrar: D. Christensen, Administrator,

having regard to the application lodged at the Registry of the Court of First Instance on 25 May 1999,

having regard to the response lodged at the Registry of the Court of First Instance on 23 August 1999,

having regard to the written answers to the questions raised by the Court of First Instance,

further to the hearing on 22 February 2001,

gives the following

Judgment

Costs

54 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the Office has been unsuccessful and the
applicant has asked for costs to be awarded against it, the Office must be ordered to bear its own costs and to
pay those of the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber),

hereby:

1. Annuls the decision of 24 March 1999 of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) (Case R 219/1998-1);

2. Orders the Office to bear its own costs and to pay those of the applicant.

Relevant legislation

1 Article 29 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ
1994 L 11, p. 1), as amended, provides as follows:
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1. A person who has duly filed an application for a trade mark in or for any State party to the Paris
Convention or to the Agreement establishing the World Trade Organisation, or his successors in title, shall
enjoy, for the purpose of filing a Community trade mark application for the same trade mark in respect of
goods or services which are identical with or contained within those for which the application has been filed,
a right of priority during a period of six months from the date of filing of the first application.

2. Every filing that is equivalent to a regular national filing under the national law of the State where it was
made or under bilateral or multilateral agreements shall be recognised as giving rise to a right of priority.

3. By a regular national filing is meant any filing that is sufficient to establish the date on which the
application was filed, whatever may be the outcome of the application.

4. A subsequent application for a trade mark which was the subject of a previous first application in respect
of the same goods or services, and which is filed in or in respect of the same State shall be considered as the
first application for the purposes of determining priority, provided that, at the date of filing of the subsequent
application, the previous application has been withdrawn, abandoned or refused, without being open to public
inspection and without leaving any rights outstanding, and has not served as a basis for claiming a right of
priority. The previous application may not thereafter serve as a basis for claiming a right of priority.

5. If the first filing has been made in a State which is not a party to the Paris Convention or to the
Agreement establishing the World Trade Organisation, paragraphs 1 to 4 shall apply only in so far as that
State, according to published findings, grants, on the basis of the first filing made at the Office and subject to
conditions equivalent to those laid down in this regulation, a right of priority having equivalent effect.

2 Article 30 of Regulation No 40/94 provides that:

An applicant desiring to take advantage of the priority of a previous application shall file a declaration of
priority and a copy of the previous application....

3 Article 31 of Regulation No 40/94 provides that:

The right of priority shall have the effect that the date of priority shall count as the date of filing of the
Community trade mark application for the purposes of establishing which rights take precedence.

4 Under Article 44(2) of Regulation No 40/94,

... a Community trade mark application may be amended, upon request of the applicant, only by correcting the
name and address of the applicant, errors of wording or of copying, or obvious mistakes, provided that such
correction does not substantially change the trade mark or extend the list of goods or services. Where the
amendments affect the representation of the trade mark or the list of goods or services and are made after
publication of the application, the trade mark application shall be published as amended.

Background to the dispute

5 On 27 May 1998 the applicant filed an application pursuant to Regulation No 40/94 for a Community trade
mark, in the form of a word mark, together with a claim of priority at the United Kingdom Patent Office,
which forwarded that application to the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (hereinafter the Office).

6 The trade mark for which registration was sought, as shown in the application form, was the word
TELEYE. Subsequently, a request for correction of that mark was made.
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7 The goods in respect of which registration of the mark was sought fall within Class 9 of the Nice
Agreement Concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended, and are described as follows:

Video systems, equipment and apparatus; monitoring and surveillance systems, equipment and apparatus;
closed circuit TV systems, equipment and apparatus; remote video monitoring and surveillance system[s]
employing closed circuit TV cameras and electronic hardware to transmit video, alarm control and telemetry
signals over a low bandwidth network to a computerised display and storage system.

8 The claim of priority accompanying the application for the Community trade mark and recorded on the form
on which the trade mark application was made referred to the application for the trade mark TELEEYE filed
in the United States on 20 January 1998.

9 By letter of 18 June 1998 the applicant lodged at the Office a certified copy of the application for
registration in the United States of the mark TELEEYE (No 75/420 484).

10 By facsimile letter of 7 July 1998 the Office notified the applicant, pursuant to Article 27 of Regulation
No 40/94 and Rule 9 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Council Regulation No 40/94 (OJ 1995 L 303, p. 1), that its application had been accorded the filing date of
27 May 1998.

11 By facsimile letter of 6 August 1998 the applicant informed the Office that a typographical error had been
made in its application for the Community trade mark and requested that it be corrected to show the mark
TELEEYE instead of TELEYE to accord with the trade mark application made in the United States which
was evidenced by the abovementioned certified copy and on the basis of which it claimed priority.

12 After receiving the applicant's observations on his view that Article 44 of Regulation No 40/94 and Rule
13 of Regulation No 2868/95 did not allow the correction sought, the examiner informed the applicant by
letter of 20 October 1998 of his decision that the correction was not possible because it substantially changed
the trade mark.

13 On 11 December 1998 the applicant appealed against the examiner's decision before the Office, pursuant to
Article 59 of Regulation No 40/94.

14 The appeal was dismissed by decision of 24 March 1999 (hereinafter the contested decision).

15 The Board of Appeal found that the correction requested by the applicant substantially changed the original
representation of the trade mark, the marks TELEYE and TELEEYE differing in their pronunciation and
visual impact and in the way in which they would be understood by the public (paragraph 13 of the contested
decision). It held that the applicant's argument concerning the effect of the claim of priority was not decisive
and that, although there was a discrepancy between the signs covered by the Community trade mark
application and the application filed in the United States, there was no reason for considering that it should
have been obvious to the examiner that the applicant's intention was to register as a Community trade mark
TELEEYE with exactly the same spelling as that used in the application filed in the United States, it being
equally plausible that a mistake had been made in the drafting of the United States application (paragraph 14
of the contested decision). The Board of Appeal held that the applicant could not blame the Office for failing
to point out the discrepancy in question before the expiry of the priority period and that it was incumbent on
the applicant to take the necessary steps to file an accurate Community trade mark application within the
proper period (paragraph 15 of the contested decision).

Forms of order sought by the parties

16 The applicant claims that the Court of First Instance should:
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- annul the contested decision;

- order that Community trade mark application No 837096 be amended to show TELEEYE instead of
TELEYE, and

- order the Office to pay the costs.

17 The Office contends that the Court of First Instance should:

- dismiss the action, and

- order the applicant to pay the costs.

The request for a mandatory order

18 In its statement of the relief which it seeks the applicant requests an order requiring the Office to amend
Community trade mark application No 837096 to show TELEEYE instead of TELEYE.

19 According to the case-law of the Court of First Instance, under Article 63(6) of Regulation No 40/94, the
Office must take the necessary measures to comply with judgments of the Court of Justice. Accordingly, the
Court of First Instance is not entitled to issue directions to the Office. It is for the Office to draw the
necessary inferences from the operative part of this judgment and the grounds on which it is based (Case
T-163/98 Proctor & Gamble v OHIM, BABY-DRY [1999] ECR II-2383, paragraph 53, and judgment of 31
January 2001 in Case T-331/99 Mitsubishi Hitec Paper Bielefeld v OHIM, Giroform [2001] ECR II-433,
paragraph 33).

The application for annulment

20 It is clear from the applicant's arguments, which are based on an allegation of breach of essential
procedural requirements in that the statement of reasons for the contested decision is internally inconsistent,
insufficient and/or wrong as a matter of fact or law, that the action is based on two pleas in law.

21 The first plea concerns the alleged inadequacy of the statement of reasons set out in paragraph 14 of the
contested decision.

22 The second concerns the allegedly erroneous nature of the reasoning set out in paragraphs 13 to 15 of the
contested decision. Under the first limb of the second plea, concerning paragraphs 13 and 14 of the contested
decision, the applicant claims that the Board of Appeal infringed the combined provisions of Articles 29 and
44(2) of Regulation No 40/94. Under the second limb, which concerns paragraph 15 of the contested decision,
the applicant alleges infringement of Articles 74(1) and 76(1)(b) of Regulation No 40/94.

23 It is appropriate to begin by considering the first limb of the second plea.

Arguments of the parties

24 The applicant's argument rests upon Article 29(1) of Regulation No 40/94 according to which the
application for the Community trade mark must be for the same trade mark as that relied on for the purposes
of the right of priority. The applicant's intention to apply for the Community trade mark with the same
spelling as that used in the United States trade mark application should have been obvious to the examiner. If
there was no reason for it to have been obvious to the examiner, then the correction of the discrepancy
between the two trade marks cannot constitute a substantial alteration.

25 According to the applicant, paragraphs 13 and 14 of the statement of reasons for the contested decision are
logically inconsistent in that the first states that the addition of an extra E to the mark TELEYE amounts to a
substantial change and the second states there was no reason for
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considering that it should have been obvious to the examiner that the applicant's intention was to register as a
Community trade mark the word TELEEYE with exactly the same spelling as that used in the application
filed in the United States. Whether it is the first or second reason that is erroneous, the Office should have
made the correction applied for pursuant to Article 44(2) of Regulation No 40/94.

26 The applicant further submits, in relation to paragraph 14 alone, that, given its contention that rectifying a
Community trade mark application to make it conform to an application for a mark on the basis of which
priority is claimed does not constitute a change of the Community mark because the two applications must
necessarily relate to the same mark, the possibility of a mistake having been made in the United States
application for registration of the mark TELEEYE, a point raised in the same paragraph, is of no importance.
The reasoning in paragraph 14 is thus misconceived.

27 The Office maintains that the applicant is interpreting Article 44(2) of Regulation No 40/94 incorrectly in
contending that the terms substantial and obvious are interdependent. An error may be substantial without
being obvious and, conversely, may be obvious without being substantial.

28 The Office states that, in applying Article 44(2) of Regulation No 40/94, it adopts an approach intended to
achieve a fair balance between two requirements. The first of these, namely reasonableness, exists in the
interests of the applicant and involves establishing whether there is an error or an obvious mistake. The
second, which is rigour, exists in the interests of third parties and addresses the situation where a mark is
accepted by the Office which differs from the mark as originally filed. Moreover, in accordance with that
approach, where it determines that the amendment is substantial and will thus have to be refused, the Office
will not consider - and is not required to consider - whether there has been any error or obvious mistake.

29 As regards ascertaining whether an error or obvious mistake has been made, the Office states that, in order
to determine whether the applicant's intention at the time of making the Community trade mark application
actually related to the mark as amended, it takes into consideration the documents before it at the time when
it examines the application, and that it will only be in an exceptional case that an apparent indication of the
applicant's intention can be rebutted by evidence subsequently put forward by the applicant of its actual
intention at the time of making the application.

30 The Office adds that that approach accords with the Joint Statements by the Council and the Commission
entered in the Minutes of the Council Meeting at which the Council Regulation of 20 December 1993 on the
Community trade mark was adopted (OJ OHIM 1996, p. 607, 613), and in particular declaration No 16,
according to which "obvious mistakes" should be understood as meaning mistakes which obviously require
correction, in the sense that nothing else would have been intended than what is offered as the correction.

31 The Office contends that, in the present case, the applicant's mistake was not, for the Board of Appeal, an
obvious one.

32 The Office states that, when considering whether or not an amendment to a mark applied for amounts to a
substantial change, it applies an objective standard whereby the mark as filed is compared with the mark as
amended in order to establish whether the change affects the overall impression of the mark. Given that all
amendments relating to the mark itself imply a change, that change will be accepted only if it does not result
in a new mark which is substantially different from the mark originally applied for. In the case of a word
mark, the examiner will consider the visual, phonetic or conceptual impact of the amendment on the mark as
a whole, placing himself in the position of a third party conducting a search of Community trade mark
applications pending before the Office in order to see what signs remain available for registration.

33 In the present case, the Office contends that the mark applied for, TELEYE, and the earlier
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mark TELEEYE are substantially different phonetically, in that the earlier mark contains an additional syllable,
conceptually, in that the prefix tele- brings to mind the field of telecommunications goods and services
whereas the prefix tel- calls to mind the narrower field of telephones and telephony goods and services, and
also visually, in that TELEEYE is clearly a compound word.

34 Lastly, the Office denies that it ought to have been obvious to the examiner, given the claim of priority,
that the spelling intended for the Community trade mark was that shown in the application filed earlier in the
United States. First, there was no reason for the examiner to assume that the trade mark shown in the copy of
the application filed in the United States constituted the applicant's obvious, real intention because both the
claim of priority and the letter accompanying the document evidencing the prior mark referred to the mark
TELEYE. Second, the Office maintains it would only have been when the filing date and other procedural
formalities were checked - a check which did not take place - that such inconsistencies might have been
noticed, but it is not certain that this would have been the case because, according to the Board of Appeal,
the mistake was not obvious.

35 The reference to the plausibility of a mistake having been made in the application filed in the United
States was made purely by way of example to show that an examiner cannot deduce from the fact that certain
ancillary information conflicts with an intention expressly stated in the claim of priority and in the letter
accompanying the document evidencing that priority that there is a mistake in the Community trade mark
application. If it were otherwise, no claim of priority could ever be rejected, so that there would be no real
need to make any proper priority examination, as required by Article 29 of Regulation No 40/94, or to take
account of conflicts between information contained in trade mark applications relied upon for the purposes of
claiming priority and information given in the application for the Community trade mark in point.

Findings of the Court

36 The Court considers that, in order to determine whether the position adopted in paragraphs 14 and 15 of
the contested decision by the Board of Appeal, which bases its refusal of a request to correct a Community
trade mark application accompanied by a claim of priority on the fact that the correction sought would
substantially change the trade mark, infringes Articles 29 and 44(2) of Regulation No 40/94, it is first
necessary to analyse the objectives pursued by those articles, which provide respectively for the right of
priority and the possibility of withdrawal, restriction and amendment of trade mark applications.

37 The right of priority provided for in Article 29 of Regulation No 40/94 has its origin in Article 4 of the
Paris Convention for the Protection of Industrial Property of 20 March 1883 (hereinafter the Convention), an
instrument which has been amended on a number of occasions and to which all the Member States are party.

38 The right of priority is one of the main pillars of the Convention and was designed by the framers of the
Convention to enable holders of such a right in one of the countries party to the Convention (hereinafter
collectively referred to as the Union), who are faced with the impossibility of simultaneously filing
applications for a given trade mark in all the countries of the Union, to apply for it successively in each such
country. The right of priority thereby gives an international dimension to the protection which is obtained in
any one of the countries of the Union without a multiplicity of formalities needing to be accomplished. It is
one of a number of rules laid down by the Convention which are designed to coordinate the protection of
industrial property rights throughout the territory of the Union.

39 For that purpose, the Convention lays down a period of six months within which a person applying for
registration of a trade mark in one of the countries of the Union may apply for the same mark
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in the other countries of the Union without any subsequent application or applications made by him being
affected by applications for registration of the same mark made by third parties. The original version of the
Convention severely limited the right of priority, in that exercise of the right was subordinated to rights of
third parties. The removal of that limitation, however, widened the scope of the right of priority and
emphasised the importance of the objective pursued, which is to assimilate a subsequent application for
registration of a given trade mark to the original application for that mark, so far as concerns the rights of the
applicant.

40 The right of priority thus confers upon the applicant for a limited period of time immunity from the effects
of any other applications for registration of the same trade mark that may be made by third parties during the
priority period.

41 Regulation No 40/94 contains its own rules on the acquisition of a right of priority in Articles 29 to 31,
which follow the system laid down in the Convention by establishing a right of priority that includes
applications for registration made in any country of the Union or in a country that is party to the Agreement
establishing the World Trade Organisation.

42 The right of priority arises when an initial application for registration of a trade mark is made in one of
the abovementioned countries. It is an autonomous right in that it exists independently of the eventual
outcome of that initial application. Where a Community trade mark application is accompanied by a claim of
priority, the right of priority becomes an essential component of the application in that it determines one of its
essential features, namely the filing date, which, for the purpose of determining the precedence of rights, will
be the same as that of the initial application. Thus, applications made or rights arising during the period
between the initial and the second application cannot be raised in opposition to the applicant or the future
rights holder.

43 In the case of an application made in accordance with Article 29 of Regulation No 40/94 the fact that the
applicant's intention is to apply for registration of the same mark as that on which he relies for the purpose of
claiming priority does not, as such, mean that there is no point in examining the claim of priority or, as the
Office maintains, that a claim of priority could never be rejected because the document evidencing the priority
would be compelling for the Office as regards showing the applicant's intention.

44 An application for a Community trade mark accompanied by a claim of priority cannot be accepted
automatically on the basis of an absolute presumption that the applicant's intention is to apply for the same
mark as that by reference to which he claims priority, but must be subjected to an examination in which the
Office considers whether all the requirements, both substantive and formal, have been satisfied.

45 Where, as in the present case, there is a discrepancy between the document evidencing the priority and the
intention expressly stated in the claim of priority and the letter accompanying the aforesaid document, it is
following examination of the claim of priority that the Office, enlightened by the applicant's observations on
the discrepancy which has been noted, determines the nature of the discrepancy and the applicant's intention
and confirms whether or not the applicant is in fact seeking to obtain a Community trade mark that is the
same as the mark for which he had applied earlier. In doing so, the Office defines the subject-matter of the
application.

46 That being so, contrary to the applicant's submission, the abovementioned discrepancy does not by itself
imply that it ought to have been clear to the examiner that the applicant wished to use for the Community
trade mark the same spelling as that used in the earlier application.

47 In the present case the applicant requested a correction by facsimile letter of 6 August 1998 in which it
stated that its associates in the United States had drawn its attention to a typographical error in their letter to
the applicant asking it to make a Community trade mark application for
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the mark TELEYE. It must have been evident to, and it is not disputed by the Office that a typographical
error had been made and that the applicant's intention was to register its earlier mark TELEEYE. Nevertheless,
the Office decided to refuse to make the correction sought on the ground that it would substantially change
the Community trade mark originally applied for.

48 Regulation No 40/94 provides for the possibility of amending a Community trade mark application at the
request of the applicant in the cases set out in Article 44(2) and under certain specific conditions in order, in
particular, to correct errors of wording or of copying, or obvious mistakes, provided that such correction does
not substantially change the trade mark. In providing for that possibility, the Community legislature sought to
achieve two aims. First, it wished to avoid the difficulties - including the need for the applicant to file a new
application - which would be occasioned by an absolute prohibition of amendment of applications for a trade
mark. Second, in limiting that possibility by requiring that the amendment should not substantially change the
trade mark, the legislature meant to prevent the abuses that might result from a very liberal system of
amendment and thus to protect the interests of third parties so far as the availability of signs is concerned.

49 There is, in the present case, an additional factor, namely that the request for correction of the Community
trade mark applied for is directly linked to the claim of priority in the sense that the correction is intended to
make the spelling of that mark coincide with that of the mark applied for earlier, this being clear from a
comparison of the two marks as they are shown in the form of application for the Community trade mark and
in the trade mark application relied on for the purpose of claiming priority, both of which were filed at the
Office, and from the observations submitted to the Office by the applicant. That factor is one which must be
taken into account in construing the requirement, mentioned above, that the amendment should not
substantially change the trade mark.

50 Thus, it clearly follows, on the one hand, from the fact that Article 29 of Regulation No 40/94 implies that
the subject-matter of the application for a Community trade mark is identical to that of the earlier application
and, on the other hand, from the nature of the error in point and the applicant's clear intention to register the
same mark as that on which it relies for the purpose of claiming priority, that the correction sought is in no
way abusive and does not entail substantial alteration of the trade mark.

51 Moreover, acknowledgement of the possibility for the applicant, in the circumstances in point, to apply for
a correction of the trade mark in accordance with Article 44(2) does not conflict with the need to protect third
parties which is evidenced by the six-month period laid down in Article 29. Admittedly, whilst that period is
intended to take account of the interests of third parties, who should not have to contend with excessively
long priority periods during which any rights they may wish to acquire cannot validly be obtained, it
nevertheless remains the case that it is also intended to safeguard the interests of the applicant, who must be
allowed a certain amount of time in which to arrange for the trade-mark right to be extended internationally.

52 The Board of Appeal was therefore wrong in basing its assessment in paragraphs 13 and 14 of the
contested decision on the criteria mentioned in paragraph 33 of the present judgment and failing to take into
account all of the foregoing considerations, and in particular the effect which the claim of priority could have
on its analysis of the question whether the correction sought by the applicant substantially altered the trade
mark.

53 It follows that, without there being any need to examine the second limb of the second plea, or the first
plea, the action must be held to be well founded. The contested decision must therefore be annulled.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)February 2000.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community trade mark - Soap bar shape - Formal irregularity in an application for registration -
Absolute grounds for refusal to register - Review by the Board of Appeal of it own motion -

Observance of the rights of the defence - Sign consisting exclusively of a shape which results from the
nature of the goods themselves - Earlier registration of the mark in some Member States.

Case T-122/99.

1. Community trade mark - Appeal procedure - Appeal against a decision of the examiner remitted to the
Board of Appeal - Jurisdiction of the Board of Appeal - Limits

(Council Regulation No 40/94, Arts 7 and 62(1))

2. Community trade mark - Decisions of the Office - Observance of the rights of the defence

(Council Regulation No 40/94, Art. 73)

3. Community trade mark - Definition and acquisition of a Community trade mark - Absolute grounds for
refusal - Signs composed exclusively of a shape which results from the nature of the goods themselves - Sign
used for bars of soap in a waisted bone shape with indentations - Refusal to register - Not permissible

(Council Regulation No 40/94, Art. 7(1)(e)(i))

4. Community trade mark - Definition and acquisition of a Community trade mark - Earlier registration of the
trade mark in certain Member States - Effect

1. An appeal to a Board of Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and
Designs) seeking to have an examiner's refusal to register a Community trade mark on an absolute ground
overturned places the Board, in the examination of the merits of the application for registration, in the position
of the examiner. It follows that, under Article 62(1) of Regulation No 40/94 on the Community trade mark,
the Board of Appeal is competent to reopen the examination of the application in the light of all the absolute
grounds for refusal set out in Article 7 of that regulation, without being limited by the examiners reasoning.
However, by raising of its own motion and a posteriori a formal irregularity not raised by the examiner, the
Board of Appeal acted ultra vires. If the examiner had initially dismissed the application for registration as
inadmissible owing to a formal irregularity, the applicant could have either appealed to the Board of Appeal
or immediately made a fresh application for registration to the Office. The Board of Appeal thus deprived the
applicant of that choice, and in particular of the second option, which would have enabled it to have a filing
date earlier than that which it could obtain after the adoption of the examiner's decision to refuse registration
on an absolute ground.

(see paras 26-27, 29-30 )

2. The principle of the protection of the rights of the defence, observance of which is required by Article 73
of Regulation No 40/94 on the Community trade mark, which provides that decisions of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) are to be based only on reasons on which
the parties had an opportunity to present their comments, is infringed by a decision of a Board of Appeal of
the Office which fails to accord the applicant an opportunity to express its views on the absolute grounds for
refusal applied by the Board of Appeal of its own motion.

(see paras 40, 42, 47 )
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3. Under Article 7(1)(e)(i) of Regulation No 40/94 on the Community trade mark, signs which consist
exclusively of a shape which results from the nature of goods themselves are not to be registered. As regards
registration of a three-dimensional trade mark applied for in respect of soaps, a shape which bends inwards
along its length and has grooves which do not come about as a result of the nature of the product itself may
not be refused registration where there are other shapes of soap bar in the trade without those features.

(see paras 54-56 )

4. In regard to an application for registration of a sign as a Community trade mark, the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) is not bound by registrations of the sign as a
trade mark in other Member States. Having regard to the principle of the unitary character of the Community
trade mark, registrations already made in the Member States are a factor which may only be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark.

(see para 59, 61-62 )

In Case T-122/99,

The Procter & Gamble Company, a company established in Cincinnatti, Ohio, United States of America,
represented by T. van Innis, of the Brussels Bar, with an address for service in Luxembourg at the Chambers
of K. Manhaeve, 56-58 Rue Charles Martel,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by O. Montalto,
Director of its Legal Department, E. Joly and S. Laitinen, of its Legal Service, acting as Agents, with an
address for service in Luxembourg at the office of C. Gomez de la Cruz, of the Commission's Legal Service,
Wagner Centre, Kirchberg,

defendant,

APPLICATION for annulment of the decision of the Third Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 15 March 1999 (Case R 74/1998-3) relating to
Community trade mark application No 230680 concerning a representation of soap,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J. Pirrung, President, A. Potocki and A.W.H. Meij, Judges,

Registrar: J. Palacio Gonzalez, Administrator,

having regard to the application lodged at the Registry of the Court on 20 May 1999,

having regard to the response lodged at the Registry of the Court on 12 August 1999,

following the hearing on 8 December 1999,

gives the following

Judgment

Costs

65 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay
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the costs if they have been applied for in the successful party's pleadings. Since the Office has been
unsuccessful and the applicant has asked for costs to be awarded against it, the Office must be ordered to bear
its own costs and to pay those of the applicant.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the decision of the Third Board of Appeal of the Office for Harmonisation in the Internal Market
(Trade Marks and Designs) of 15 March 1999 (Case R 74/1998-3);

2. Orders the Office to bear its own costs and to pay those of the applicant.

Background to the dispute

1 On 16 April 1996 the Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(hereinafter the Office) received from the applicant a Community trade mark application for registration of a
figurative trade mark.

2 The goods in respect of which registration of the mark was sought were soaps in class 3 of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

3 On 20 February 1997 the examiner informed the applicant by telephone that its trade mark application did
not contain a representation of the mark applied for. By courier which reached the Office on 25 February
1997, the applicant sent a reproduction of the mark, which at that stage it described as a figurative 3D trade
mark.

4 The examiner had meanwhile informed the applicant by fax of 20 February 1997 that its application had
been granted a filing date of 16 April 1996.

5 In a notice of 24 November 1997 the examiner informed the applicant that the sign applied for, which
consisted exclusively of the shape which results from the nature of the goods themselves, was not eligible for
registration under Article 7(1)(e)(i) of Council Regulation (EC) No 40/94 of 20 December 1993 on the
Community trade mark, as amended (OJ 1994 L 11, p. 1).

6 The applicant, who had been invited to submit its observations within a period of two months, did not
respond to the examiner's objections.

7 By fax of 18 March 1998 the examiner informed the applicant that he had decided to refuse registration of
the three-dimensional trade mark on the basis of Article 7(1)(e)(i).

8 On 15 May 1998 the applicant appealed against the examiner's decision to the Office under Article 59 of
Regulation No 40/94.

9 The statement of the grounds of appeal was filed on 17 July 1998. The applicant argued in that statement
that the claimed three-dimensional shape was distinctive because its waisted bone shape formed by
indentations on the longest side was not common in the trade. It also pointed out that the shape had been
registered in several Member States and that its applications to that end in other countries had proceeded
without objections from competitors.

10 The appeal was submitted to the examiners for interlocutory revision pursuant to Article 60 of Regulation
No 40/94.

11 On 14 August 1998 the appeal was remitted to the Boards of Appeal.
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12 By a communication to the applicant of 22 January 1999, the Rapporteur of the Board of Appeal drew to
the applicant's attention the fact that, whilst the application form indicated a figurative trade mark, the
representation of the mark applied for corresponded to a three-dimensional trade mark. The applicant was
invited to submit its observations on this.

13 By fax of 15 February 1999 the applicant acknowledged the error in the application form and stated that
the mark claimed was indeed a three-dimensional trade mark.

14 The appeal was dismissed by decision of 15 March 1999 (hereinafter the contested decision).

15 According to the Board of Appeal, the application form did not expressly state that the mark applied for
was three-dimensional, as required by Rule 3(4) of Commission Regulation (EC) No 2868/95 of 13 December
1995 implementing Council Regulation (EC) No 40/94 on the Community trade mark (OJ 1995 L 303, p. 1).
Since such a correction substantially changes the trade mark within the meaning of Article 44(2) of Regulation
No 40/94, the contested application must be declared inadmissible.

16 The Board of Appeal states that the application must in any event be refused on three absolute grounds of
refusal.

17 First of all, the claimed shape is devoid of distinctive character under Article 7(1)(b) of Regulation No
40/94. Its sole distinguishing feature, the indentation along the length of the soap, is not so pronounced that
an average consumer who is reasonably observant and circumspect would recognise the product as that of the
applicant.

18 Secondly, since the claimed shape resembles the usual shape of bars of soap and results from normal use
of the product, it consists exclusively of the shape which results from the nature of the goods themselves for
the purposes of Article 7(1)(e)(i).

19 Thirdly, because the purpose of the indentation is to allow a better grip of the product, the claimed shape
is necessary to obtain a technical result within the meaning of Article 7(1)(e)(ii) of Regulation No 40/94.

20 Finally, the Board of Appeal rejected the applicant's argument that the mark had been registered in certain
Member States on the ground that that fact did not bind the Office.

Forms of order sought

21 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to publish Community trade mark application no 230680 after expiry of the period referred
to in Article 39(6) of Regulation No 40/94;

- order the Office to pay the costs.

22 The Office contends that the Court should:

- dismiss as inadmissible the second head of forms of order sought by the applicant;

- dismiss the appeal on the ground that the mark covered by application no 230680 is devoid of any
distinctive character;

- order the applicant to pay the costs.

23 During the hearing, the applicant withdrew the second head and the Court has taken formal notice thereof.

Lack of competence of the Board of Appeal
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Arguments of the parties

24 The applicant claims that the Board of Appeal was not competent to re-examine the circumstances of the
filing of the application or to raise of its own motion the two absolute grounds for refusal not raised by the
examiner, namely the claimed shape's lack of distinctiveness within the meaning of Article 7(1)(b) and the
technical necessity, within the meaning of Article 7(1)(e)(ii), for that shape.

25 The Office maintains that the Board of Appeal is entitled to rule on the basis of the facts pleaded and, a
fortiori, of pleas in law raised by it of its own motion. In ex parte proceedings, such as those in this case,
Article 74(1) of Regulation No 40/94 gives the Office the authority to examine facts of its own motion.
Furthermore, the Board of Appeal cannot refuse to take into account pleas raised before it solely on the
ground that they were not advanced before the examiner (Case T-163/98 The Procter & Gamble Company v
OHIM (Baby Dry) [1999] ECR II-40, paragraph 43). Finally, under Article 61(2) of Regulation No 40/94, the
Board of Appeal, like the examiner whose decision is in dispute, only rules following an examination during
the course of which it invites the parties to file observations as often as necessary.

Findings of the Court

26 To the extent that the appeal to the Board of Appeal sought to have the examiner's refusal to register the
mark on an absolute ground overturned, the Board was thereby placed, in the examination of the merits of the
application for registration, in the position of the examiner.

27 It follows that, under Article 62(1) of Regulation No 40/94, the Board of Appeal was competent to reopen
the examination of the application in the light of all the absolute grounds for refusal set out in Article 7 of
Regulation No 40/94, without being limited by the examiner's reasoning (Baby Dry, paragraph 43).

28 Consequently, the Board was entitled to raise as against the applicant the two new absolute grounds for
refusal to register, namely, first, the claimed shape's lack of distinctive character and, secondly, the technical
necessity for that shape.

29 However, as regards the applicant's claim that the Board was not competent to re-examine the
circumstances in which the application for registration was filed, it must be observed that, if the examiner had
initially dismissed that application as inadmissible owing to a formal irregularity, the applicant could have
either appealed to the Board of Appeal or immediately made a fresh application for registration to the Office.

30 By raising of its own motion and a posteriori a formal irregularity not raised by the examiner, the Board
of Appeal thus deprived the applicant of that choice, and in particular of the second option, which would have
enabled it to have a filing date earlier than that which it could obtain after the adoption of the contested
decision.

31 In addition, Article 130 of Regulation No 40/94 confers jurisdiction on the Boards of Appeal for deciding
on appeals from decisions of the examiners.... Under Article 58 of Regulation No 40/94, such appeals are only
open to a party adversely affected by a decision.

32 In this case, the Board of Appeal examined the regularity of the procedure followed by the examiner even
though the applicant had not raised the matter before it nor could the matter be so raised without a decision
refusing in that regard to grant the applicant's claims.

33 Finally, since, in ruling on this point, the Board of Appeal was not examining the merits of an action
brought before it, it cannot effectively be argued that, under Article 62(1) of Regulation No 40/94, it enjoyed
the same powers as the examiner.
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34 It follows from the foregoing that the plea must be upheld to the extent that the contested decision
declared the application for registration inadmissible.

Infringement of the rights of the defence

Arguments of the parties

35 The applicant observes that the Board of Appeal did not invite it to submit its observations, either on the
question whether the conditions for filing the application were met or on the matter of the two new grounds
for refusal.

36 The Office maintains that the applicant was able to express its view on the grounds relied on by the Board
in applying Article 44(2) of Regulation No 40/94.

37 On the other hand, the Office acknowledges that the Board did not formally invite the applicant to present
its comments on the claimed shape's lack of distinctive character. However, it argues that that omission does
not constitute an infringement of the applicant's rights of defence in this case.

38 There is a clear parallel between a mark comprising a sign referred to in Article 7(1)(b) and a sign which
consists exclusively of a shape which results from the nature of the goods themselves, referred to in Article
7(1)(e)(i), in that both are devoid of distinctiveness. That point was understood by the applicant both at the
stage of examination by the examiner and before the Board of Appeal.

Findings of the Court

39 Since the Board of Appeal was not competent to raise of its own motion the formal irregularity of the
application for registration, the question whether it failed to invite the applicant to submit its observations
need be examined only with reference to the two new absolute grounds for refusal which it accepted.

40 The principle of the protection of the rights of the defence is laid down in Article 73 of Regulation No
40/94, which provides that decisions of the Office are to be based only on reasons on which the parties have
had an opportunity to present their comments.

41 Furthermore, the 11th recital in the preamble to Regulation No 40/94 provides that the Office is to exercise
the implementing powers conferred on it by that regulation within the framework of Community law.

42 In that respect, it is common ground that observance of the rights of the defence is a fundamental principle
of Community law, according to which addressees of decisions of public authorities which, as in this case,
perceptibly affect their interests must be enabled to express their views effectively (Case 17/74 Transocean
Marine Paint Association v Commission [1974] ECR 1063, paragraph 15).

43 The Court finds that the applicant was not invited effectively to submit its observations on the ground of
refusal raised by the Board of Appeal of its own motion on the basis of the claimed shape's lack of distinctive
character. Contrary to the arguments of the Office, the absolute grounds for refusal set out in Article 7(1)(b)
on the one hand and Article 7(1)(e)(i) on the other cannot be reduced to lack of distinctiveness and so
deemed equivalent since they are contained in two separate provisions of Regulation No 40/94.

44 Furthermore, it follows from the arguments it advanced before the Court that the Office itself considers the
sign applied for to be devoid of distinctive character but still without regarding it as consisting exclusively of
a shape which results from the nature of the goods themselves.

45 Signs which are devoid of distinctive character under Article 7(1)(b) are, where they have become
distinctive in consequence of the use which has been made of them, registrable under Article 7(3)
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of Regulation No 40/94, which is not true of signs which consist exclusively of the shape which results from
the nature of the goods themselves, referred to in Article 7(1)(e)(i).

46 Furthermore, it is common ground that the applicant was not enabled to express its view on the application
of the new absolute ground, of the technical necessity of the shape claimed, raised by the Board of Appeal
under Article 7(1)(e)(ii).

47 It follows that the Board of Appeal infringed the applicant's rights of defence by failing to accord it an
opportunity to express its views on the two new absolute grounds for refusal which it applied of its own
motion.

48 To that extent, the plea must therefore be upheld.

The merits of the declaration of inadmissibility of the application for registration

49 Since, as the Court has found above, the Board of Appeal lacks jurisdiction to raise of its own motion a
formal irregularity in the application form, there is no need to examine whether it also misapplied Article
44(2) of Regulation No 40/94, as the applicant claims.

The merits of the three absolute grounds for refusal to register applied by the Board of Appeal

50 Since the contested decision infringed the rights of the defence in applying the two absolute grounds on
which it relied of its own motion, the Court need not examine the merits thereof.

51 For the purposes of those proceedings, therefore, it is necessary only to rule on the merits of the absolute
ground for refusal based on the sign's consisting exclusively of the shape which results from the nature of the
goods themselves, provided for in Article 7(1)(e)(i).

52 On this point the applicant argues essentially that the shape in dispute is not the usual shape of a bar of
soap and that the Board of Appeal is interpreting too broadly an exception to the general rule that a mark
may consist of a shape.

53 The Office accepts that Article 7(1)(e)(i) is manifestly inapplicable to the shape claimed by the applicant.

54 Under Article 7(1)(e)(i), signs which consist exclusively of the shape which results from the nature of the
goods themselves are not to be registered.

55 It need only be observed that, as the Office has rightly pointed out before the Court, the shape claimed
bends inwards along its length and has grooves which do not come about as a result of the nature of the
product itself. It is common ground that there are other shapes of soap bar in the trade without those features.

56 The Board of Appeal therefore erred in law in relying, as an absolute ground for refusal, on the idea that
the mark consists exclusively of a shape which results from the nature of the goods themselves, as provided
for in Article 7(1)(e)(i).

57 To that extent, the plea must therefore be upheld.

The plea that the claimed shape has been registered in the Member States

58 The applicant observes that the claimed shape has been registered as a soap trade mark in several Member
States following examination by the national offices of the absolute grounds for refusal applied in this case.

59 The Office maintains that, pursuant to paragraph 8.1.4. of the examination guidelines (Official Journal of
the Office 1996, p. 1327), the Board of Appeal, having considered the relevance of the national registrations,
was right to find that the Office was not bound by them.
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60 The Court observes that, according to the first recital in the preamble to Regulation No 40/94, the purpose
of the Community trade mark is to enable the products and services of undertakings to be distinguished by
identical means throughout the entire Community, regardless of frontiers.

61 Registrations already made in the Member States are therefore a factor which may only be taken into
consideration, without being given decisive weight, for the purposes of registering a Community trade mark.

62 Having regard to the principle of the unitary character of the Community trade mark referred to in the
second recital in the preamble to Regulation No 40/94, it does not therefore appear that the Board of Appeal
erred in law on the issue raised by this plea.

63 It is therefore appropriate to dismiss the plea as unfounded.

Conclusions

64 Having regard to all the foregoing considerations, the Court concludes that the contested decision must be
annulled in so far as the Board, firstly, exceeded its jurisdiction in declaring inadmissible of its own motion
the contested application for registration, secondly, failed to invite the applicant to submit its observations on
two new absolute grounds for refusal, which it applied of its own motion, and thirdly, refused registration of
the mark applied for on the ground that it consists exclusively of a shape which results from the nature of the
goods themselves, within the meaning of Article 7(1)(e)(i).
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Judgment of the Court of First Instance (Fourth Chamber, extended composition)
of 12 July 2001

Christina Kik v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHIM). Article 115 of Regulation (EC) No 40/94 - Rules governing languages at the Office for

Harmonisation in the Internal Market (Trade Marks and Designs) - Plea of illegality - Principle of
non-discrimination. Case T-120/99.

1. Community trade mark - Appeals procedure - Appeals before the Community judicature - Actions for
annulment - Plea of illegality - Collateral nature - Whether permissible

(Art. 241 EC; Council Regulation No 40/94, Art. 63(2))

2. European Community - Language regime - Regulation No 1

(EC Treaty, Art. 217 (now Art. 290 EC); Council Regulation No 1)

3. Community trade mark - Languages of the Office - Obligation on the applicant for registration of a
Community trade mark to indicate a second language as a possible language of procedure in opposition,
revocation and invalidity proceedings - Infringement of the principle of non-discrimination - None

(Council Regulation No 40/94, Art. 115(3); Commission Regulation No 2868/95, Art. 1, Rule 1(1)(j))

1. The fact that Regulation No 40/94 on the Community trade mark does not expressly mention the plea of
illegality as a collateral legal remedy which persons bringing actions may use before the Court of First
Instance when seeking the annulment or alteration of a decision of a Board of Appeal of the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) does not mean that they cannot raise such a
plea in those actions. That right follows from the general principle laid down by Article 241 EC.

(see para. 21 )

2. Council Regulation No 1 determining the languages to be used by the European Economic Community is
merely an act of secondary law, whose legal base is Article 217 of the Treaty (now Article 290 EC). To
claim that that regulation sets out a specific Community law principle of equality between languages, which
may not be derogated from even by a subsequent regulation of the Council, is tantamount to disregarding its
character as secondary law. Further, the Member States did not lay down rules governing languages in the
Treaty for the institutions and bodies of the Community; rather, Article 217 of the Treaty enables the Council,
acting unanimously, to define and amend the rules governing the languages of the institutions and to establish
different language rules. That Article does not provide that once the Council has established such rules they
cannot subsequently be altered. It follows that the rules governing languages laid down by Regulation No 1
cannot be deemed to amount to a principle of Community law.

(see para. 58 )

3. The obligation on an applicant for registration of a Community trade mark under Article 115(3) of
Regulation No 40/94 on the Community trade mark and Rule 1(1)(j) of Article 1 of Regulation No 2868/95
implementing Regulation No 40/94 to indicate a second language which shall be a language of the Office the
use of which he accepts as a possible language of proceedings for opposition, revocation or invalidity
proceedings, does not involve an infringement of the principle of non-discrimination.

As is apparent from the actual wording of Article 115(3) of Regulation No 40/94, by indicating a second
language, the applicant accepts use of that language as a language of proceedings only in relation to
opposition, revocation or invalidity proceedings. It follows that, so long as the applicant is the sole party to
proceedings before the Office, the language used for filing the
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application for registration remains the language of proceedings. Consequently, in such proceedings, Regulation
No 40/94 cannot be taken, in itself, as implying differentiated treatment as regards language, given that it in
fact guarantees use of the language of the application filed as the language of proceedings and thus the
language in which procedural documents of a decisional character must be drafted.

In pursuing the objective of determining the language of the proceedings where parties who do not share the
same language preference fail to agree, the Council must be considered to have made an appropriate and
proportionate choice, even if the official languages of the Community were treated differently. First of all,
Article 115(3) of Regulation No 40/94 accords the applicant for registration of a trade mark an opportunity to
fix, from among the most widely known languages in the European Community, the language that is to be
used for opposition, revocation or invalidity proceedings in the event that the first language chosen by the
applicant is not that requested by another party to the proceedings. Secondly, by limiting that choice to the
languages which are the most widely known in the European Community, and thus avoiding the possibility of
the language of proceedings being particularly remote in relation to the linguistic knowledge of the other party
to the proceedings, the Council remained within the limits of what is necessary for achieving the aim in view.

(see paras 60-61, 63 )

In Case T-120/99,

Christina Kik, residing in The Hague (Netherlands), represented by G.L. Kooy, lawyer, with an address for
service in Luxembourg,

applicant,

supported by

Hellenic Republic, represented by K. Samoni-Randou and S. Vodina, acting as Agents, with an address for
service in Luxembourg,

intervener,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by O.
Montalto and J. Miranda de Sousa, acting as Agents, assisted by J. Bourgeois, lawyer,

defendant,

supported by

Kingdom of Spain, represented by S. Ortiz Vaamonde, acting as Agent, with an address for service in
Luxembourg,

and

Council of the European Union, represented by G. Houttuin and A. Lo Monaco, acting as Agents,

interveners,

ACTION brought against the decision of the Third Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 19 March 1999 (Case R 65/98-3),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber, Extended Composition),

composed of: P. Mengozzi, President, R. García-Valdecasas, V. Tiili, R.M. Moura Ramos and
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J.D. Cooke, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court of First Instance on 19 May 1999,

having regard to the response lodged at the Registry of the Court of First Instance on 18 August 1999,

having regard to the fact that the matter has been assigned to a Chamber of five judges,

having regard to the statements in intervention of the Kingdom of Spain, the Hellenic Republic and the
Council of the European Union, lodged at the Registry of the Court of First Instance on 10, 20 and 22 March
2000 respectively,

having regard to the Order of the President of the Fourth Chamber (Extended Composition) of the Court of
First Instance dismissing the application to intervene submitted by the Commission of the European
Communities for being out of time,

having regard to the applicant's observations on the statements in intervention, lodged at the Registry of the
Court of First Instance on 9 June 2000,

further to the hearing on 23 January 2001

gives the following

Judgment

Costs

66 Article 87(2) of the Rules of Procedure of the Court of First Instance provides that the unsuccessful party
will be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
applicant has been unsuccessful, she must be ordered to pay the costs incurred by the Office pursuant to the
form of order sought by it, in addition to her own costs.

67 The Hellenic Republic, the Kingdom of Spain and the Council which intervened in the case will bear their
own costs pursuant to the first paragraph of Article 87(4) of the Rules of Procedure.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber, Extended Composition),

hereby:

1. Dismisses the action;

2. Orders the applicant to pay her own costs and those incurred by the defendant;

3. Orders each of the interveners to bear their own costs.

Legal background

1 The use of languages in proceedings before the Office for Harmonisation in the Internal Market (Trade
Marks and Designs) (hereinafter the Office) is governed by Article 115 of Council Regulation (EC) No 40/94
of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1). That article provides as follows:

1. The application for a Community trade mark shall be filed in one of the official languages of the European
Community.
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2. The languages of the Office shall be English, French, German, Italian and Spanish.

3. The applicant must indicate a second language which shall be a language of the Office the use of which he
accepts as a possible language of proceedings for opposition, revocation or invalidity proceedings.

If the application was filed in a language which is not one of the languages of the Office, the Office shall
arrange to have the application, as described in Article 26(1), translated into the language indicated by the
applicant.

4. Where the applicant for a Community trade mark is the sole party to proceedings before the Office, the
language of proceedings shall be the language used for filing the application for a Community trade mark. If
the application was made in a language other than the languages of the Office, the Office may send written
communications to the applicant in the second language indicated by the applicant in his application.

5. The notice of opposition and an application for revocation or invalidity shall be filed in one of the
languages of the Office.

6. If the language chosen, in accordance with paragraph 5, for the notice of opposition or the application for
revocation or invalidity is the language of the application for a trade mark or the second language indicated
when the application was filed, that language shall be the language of the proceedings.

If the language chosen, in accordance with paragraph 5, for the notice of opposition or the application for
revocation or invalidity is neither the language of the application for a trade mark nor the second language
indicated when the application was filed, the opposing party or the party seeking revocation or invalidity shall
be required to produce, at his own expense, a translation of his application either into the language of the
application for a trade mark, provided that it is a language of the Office, or into the second language
indicated when the application was filed. The translation shall be produced within the period prescribed in the
implementing regulation. The language into which the application has been translated shall then become the
language of the proceedings.

7. Parties to opposition, revocation, invalidity or appeal proceedings may agree that a different official
language of the European Community is to be the language of the proceedings.

2 Rule 1(1)(j) of Article 1 of Commission Regulation (EC) No 2868/95 of 13 December 1995 implementing
Regulation (EC) No 40/94 (OJ 1995 L 303, p. 1) repeats the requirement in Article 115(3) of Regulation
40/94 that the application for registration must indicate a second language.

Background to the dispute

3 On 15 May 1996 the applicant, who is a lawyer and trade mark agent in the Netherlands in a firm
specialising in intellectual property work, submitted an application for a Community word trade mark to the
Office pursuant to Regulation No 40/94.

4 The trade mark in respect of which registration was requested is the word KIK.

5 The services covered by the application for registration are within class 42 of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended.

6 In her application, which was in Dutch, the applicant indicated Dutch as a second language.

7 By a decision of 20 March 1998 the examiner dismissed the application on the ground that a formal
condition, that is to say the requirement that the applicant indicate English, French, German, Italian or Spanish
as a second language was not satisfied.
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8 On 4 May 1998 the applicant brought an appeal against that decision in which she argued, inter alia, that
the decision by which the examiner had dismissed her application for registration was unlawful because it was
based on unlawful legislation. She brought the appeal in Dutch and also, without prejudice, in English.

9 On 2 June 1998 the appeal was remitted to the Board of Appeal of the Office.

10 The appeal was dismissed by decision of 19 March 1999 (hereinafter the contested decision), on the
ground that the applicant had indicated as a second language the same language as that used for filing the
application for registration, with the result that the application was vitiated by a formal irregularity distinct
from the other irregularity committed by the applicant, which was not to indicate one of the five languages of
the Office as a second language. In the contested decision the Board of Appeal also held that the Office,
which includes its Boards of Appeal, can but apply Regulation No 40/94, even if its view is that the
Regulation is not compatible with primary Community law. In that context the Board of Appeal observed that
the Community judicature, whose task it is to ensure that in the interpretation and application of the Treaty
the law is observed, does have jurisdiction to review the legality of Article 115 of Regulation No 40/94.

Forms of order sought by the parties

11 The applicant claims that the Court of First Instance should:

- annul or alter the contested decision;

- order the Office to pay the costs.

12 The Office contends that the Court of First Instance should:

- dismiss the action;

- order the applicant to pay the costs.

13 The Hellenic Republic submits that the Court should find for the applicant.

14 The Kingdom of Spain and the Council submit that the Court should dismiss the action.

Admissibility

Arguments of the parties

15 The Office begins by challenging the admissibility of this action which is seeking a declaration that Article
115 of Regulation No 40/94 is unlawful. It considers that, even if the Court were to find the restriction on the
choice of languages in Article 115 of Regulation No 40/94 to be unlawful, that cannot lead to the contested
decision being set aside. The Office (initially the examiner and then the Board of Appeal) did not dismiss the
applicant's request for registration on the ground that the applicant did not indicate one of the languages of
the Office as a second language, but on the ground that she did not choose a second language at all. On that
point, the Board of Appeal was right to find that the term second language in Article 115(3) of Regulation No
40/94 can refer only to a language other than that used for the application for registration.

16 The Office submits that it follows that the provision which in fact constitutes the basis for the applicant's
request for registration having been dismissed is that requiring all applicants for a Community trade mark to
indicate in the application a language other than that used for the application (first part of the first sentence of
Article 115(3): [t]he applicant must indicate a second language). The legality of that obligation, however, is
not even challenged by the applicant.

17 The Office concludes from that that the applicant cannot use the possible illegality of the restriction to five
languages in Article 115 of Regulation No 40/94 as a basis for seeking annulment
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of the contested decision. Her plea of illegality is therefore inadmissible because there is no legal connection
between the contested decision and the provision in respect of which the plea is raised. Furthermore, the
Office submits that there appears to be an artificial or fictitious aspect to this dispute. The applicant, as indeed
she herself acknowledged, is using these proceedings for an application for registration as a mere procedural
stratagem to enable her to defend by judicial means her professional interests as a Dutch-speaking trade mark
agent.

18 The Spanish Government likewise argues that the illegality of Article 115 of Regulation No 40/94 pleaded
by the applicant does not affect the actual provision on which the contested decision is based. Also, the
applicant's action is hypothetical. Furthermore, the applicant does not have sufficient interest to raise a plea of
illegality in regard to Article 115 of Regulation No 40/94 since she is not raising the plea in her capacity as
an applicant for a Community trade mark but in her capacity as a trade mark agent. The Spanish Government
also considers that the applicant has not clearly indicated which statutory provisions she claims to be illegal.
For that reason, too, the plea of illegality is inadmissible.

19 The applicant disputes the assertion that her plea of illegality is inadmissible. She emphasises that she is
challenging the legality of the rule that the application for registration must indicate a second language the
choice of which is not between all the official languages of the European Communities. She submits that the
basis for the contested decision is specifically the rule that a second language must be indicated which cannot
be Dutch. The applicant considers, moreover, that she has a clear interest in her action, including the plea of
illegality, being upheld by the Court, since she has a genuine interest in how her application for registration is
dealt with and indeed in the word filed being registered.

Findings of the Court

20 It must be observed at the outset that Article 63(2) of Regulation No 40/94 provides that actions before the
Court of First Instance against decisions of the Boards of Appeal may be brought on grounds of lack of
competence, infringement of an essential procedural requirement, infringement of the Treaty, of this Regulation
or of any rule of law relating to their application or misuse of power. It is clear from the action brought by
the applicant that her complaint is that the Board of Appeal applied a rule that is unlawful because it is
incompatible with the Treaty. Thus, although she does not refer explicitly to Article 241 EC, the applicant has
raised a plea of illegality within the meaning of that article, submitting, inter alia, that the Board of Appeal
should have declined to apply Article 115 of Regulation No 40/94 and Rule 1(1)(j) of Article 1 of Regulation
No 2868/95, because those provisions are unlawful (paragraph 16 of the application), and she requests the
Court, in the event that it considers that the Board of Appeal was not entitled to disapply those provisions, to
declare them unlawful itself (paragraph 23 of the application).

21 It must also be recalled by way of a preliminary observation that, under Article 241 EC, [n]otwithstanding
the expiry of the period laid down in the fifth paragraph of Article 230, any party may, in proceedings in
which a regulation adopted jointly by the European Parliament and the Council, or a regulation of the
Council, of the Commission, or of the [European Central Bank] is at issue, plead the grounds specified in the
second paragraph of Article 230 in order to invoke before the Court of Justice the inapplicability of that
regulation. It is settled law that that article expresses a general principle conferring upon any party to
proceedings the right to challenge, for the purposes of obtaining the annulment of a decision of direct and
individual concern to that party, the validity of previous acts of the institutions which form the legal basis of
the decision under challenge, if that party was not entitled under Article 230 EC to bring a direct action
challenging those acts and by which it was thus affected without having been in a position to seek to have
them declared void (Case 92/78 Simmenthal v Commission [1979] ECR 777, paragraph 39). Consequently, the
fact that Regulation
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No 40/94 does not expressly mention the plea of illegality as a collateral legal remedy which persons bringing
actions may use before the Court of First Instance when seeking the annulment or alteration of a decision of a
Board of Appeal of the Office does not mean that they cannot raise such a plea in those actions. That right
follows from the general principle laid down by the case-law cited above.

22 Next, it must be observed that, in so far as the applicant challenges the obligation set out in Article 115 of
Regulation No 40/94 to indicate a second language, the plea of illegality she raises satisfies all the conditions
for admissibility established by the case-law cited above.

23 First, the contested decision is addressed to the applicant.

24 Secondly, contrary to the submissions of the Office and the Spanish Government, there is a direct legal
connection between the contested decision on the one hand and the requirement the legality of which the
applicant is challenging on the other (see, in that connection, Case 21/64 Macchiorlati Dalmas e Figli v High
Authority [1965] ECR 175; Joined Cases 275/80 and 24/81 Krupp v Commission [1981] ECR 2489, paragraph
32; and Joined Cases T-6/92 and T-52/92 Reinarz v Commission [1993] ECR II-1047, paragraph 57). It is
certainly true that the applicant used Dutch for the filing of her application, that she also indicated Dutch as
the second language, and that she therefore failed to observe the rule that a language other than the language
of filing must be indicated as a second language; that rule thus constituted sufficient ground for the decisions
of the examiner and the Board of Appeal on the application and appeal brought by the applicant. However,
the purpose of the plea of illegality raised by the applicant is precisely to demonstrate that the rule that a
language other than that used for the application for registration (in this case, Dutch) must be indicated as a
second language is unlawful. That question is no different from the question whether it is lawful to exclude
Dutch and certain other official languages of the Community as second languages. The obligation on the
applicant to indicate a second language which may not be a language other than English, French, German,
Italian or Spanish corresponds to the obligation on her to indicate a second language other than the language
used for the application, which is Dutch.

25 Accordingly, it is the legality of the rule in Article 115(3) of Regulation No 40/94, whereby the applicant
must accept that she does not automatically enjoy the right to participate in all proceedings before the Office
in the language of filing which constitutes the direct basis for the decision of the Board of Appeal to which
the plea of illegality raised by the applicant is directed. The Office's assertion that the applicant is not
challenging the validity of the obligation in Article 115(3) of Regulation No 40/94 to indicate a second
language is, moreover, manifestly erroneous. The applicant's written submissions confirm that her plea of
illegality is directed at the requirement of having to accept, by indicating a second language other than the
language of filing, the possible use of a language other than her own. The rule she is contesting is therefore
exactly the same as that which constituted the direct basis for the contested decision.

26 Thirdly, it is common ground that the applicant was not entitled, under Article 173 of the EC Treaty (now,
after amendment, Article 230 EC), to bring an action for annulment of the rules governing languages laid
down by Regulation No 40/94 (order of the Court of Justice in Case C-270/95 P Kik v Council and
Commission [1996] ECR I-1987, upholding on appeal the order of the Court of First Instance in Case
T-107/94 Kik v Council and Commission [1995] ECR II-1717).

27 Moreover, the Office and Spanish Government are not entitled to claim that the action brought by the
applicant is artificial, fictitious or hypothetical. It is certainly clear from a letter cited by the Office that the
applicant indicated Dutch as a second language knowing that this was not compatible with the rules in force.
However, that cannot lead to the conclusion that the application for registration and the dispute which has
arisen out of that application is merely the result of
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a stratagem on the part of the applicant such as to render the litigation an improper use of court proceedings.

28 In that regard, the Court finds first of all that the file does not contain sufficiently clear grounds for
concluding that the applicant is not genuinely interested in the word claimed being registered as a trade mark
in Class 42. Furthermore, the Office dealt with the applicant's application for registration in the normal way,
by referring it to the examination division and then assigning the dispute to the Board of Appeal; those bodies
then applied the rules and did not find the application to be artificial, fictitious or hypothetical.

29 Next, the applicant's irregular approach to filing the application merely demonstrates that she was insisting
on her purported right to be able to communicate with the Office in Dutch at any stage of the procedure,
which shows that there is a very genuine and serious conflict between the applicant and the Community
authority that may, under the general principle referred to above at paragraph 21, be remitted to the
Community judicature.

30 Similarly, the argument of the Spanish Government that the applicant does not have a sufficient interest to
raise a plea of illegality because she is not raising it in her capacity as an applicant for a Community trade
mark but as a trade mark agent cannot be upheld. It is clear from the background to the dispute and the form
of order sought by the applicant that her object in raising the plea of illegality is to obtain recognition that it
was not lawful to require her, as the applicant for registration of a Community trade mark, to indicate a
second language. It follows that the applicant is raising the plea of illegality in her capacity as an applicant
for a Community trade mark with a view to having the decision of the Board of Appeal annulled or altered,
so that the examination of her application may be resumed. That is not contradicted by the fact that the
applicant raises her professional interests and competitive position to demonstrate that the contested rule is
illegal.

31 Finally, the Court holds that, contrary to the contention of the Spanish Government, the applicant has
identified with sufficient precision the statutory provisions she claims are illegal. In her application she
criticised the allegedly discriminatory nature of Article 115 of Regulation No 40/94, in particular the
obligation on an applicant to indicate a second language which he accepts for use as the language of
proceedings for opposition, revocation and invalidity, and the legal effects of that obligation as set out in the
other subparagraphs of Article 115. She also criticised the exclusion, under Article 115(5) of Regulation No
40/94, of official languages of the European Communities other than the languages of the Office as possible
languages for filing notices of opposition and applications for revocation or invalidity.

32 It follows from the foregoing that, in so far as the plea of illegality raised by the applicant in support of
her action for annulment or alteration of the contested decision relates to the obligation under Article 115(3)
of Regulation No 40/94 and Rule 1(1)(j) of Article 1 of Regulation No 2868/95, it is admissible. To that
extent, the subject-matter of the plea of illegality encompasses the obligation laid down by those provisions, as
clarified - in regard to its scope and legal effects - by certain other paragraphs of Article 115 of Regulation
No 40/94.

33 However, in so far as the plea of illegality raised by the applicant relates to the remainder of Article 115
of Regulation No 40/94, it is inadmissible. The provisions in the remainder of Article 115 did not constitute
any basis for the contested decision, since that decision related only to an application for registration and the
obligation on an applicant to indicate a second language which he accepts as a possible language of
proceedings for opposition, revocation or invalidity proceedings that might be filed against him.

Substance

34 The action is based on a single plea, namely infringement of the principle of non-discrimination
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in Article 6 of the EC Treaty (now, after amendment, Article 12 EC).

Arguments of the parties

35 The applicant submits that the rules governing languages established by Article 115 of Regulation No
40/94 put her at a competitive disadvantage in relation to trade mark agents in States where the language is
one of the languages of the Office. She has to employ translators, whereas trade mark agents in those States
can pursue proceedings before the Office in their mother tongue. That causes her to lose clients, particularly
those established outside the European Community who are required by Articles 88 and 89 of Regulation No
40/94 to be represented before the Office by a legal practitioner or approved professional trade mark
representative. It is also clear that there will be a loss of clients established in the Community since the
knowledge that engaging the services of a Dutch-speaking lawyer or agent will entail translation costs leads
them to prefer to use the services of an agent established in one of the countries that use a language of the
Office. The loss of clients in turn damages the reputation of a firm such as that of the applicant, whose
reputation in the field of trade marks has been established for years.

36 The applicant emphasises that the disadvantages associated with having to use translators relate not only to
the costs involved but also to the risk of less than perfect translations. Translators necessarily need to undergo
a period of training and have to acquire some knowledge of trade mark issues. In addition, certain expressions
and meanings in the mother tongue do not easily lend themselves to translation.

37 Next, the applicant observes that, whilst it is true that the Office can always decide to pursue proceedings
in the language of the application for registration, even if that is not a language of the Office, experience
shows that it is the Office's practice to conduct proceedings in the second designated language. The procedure
that led to this case is the one exception in that respect.

38 Finally, the applicant argues that discrimination occurs not just at the application stage but also, for
example, in the event of an opposition. In that regard, she acknowledges that, in choosing a second language,
each party may be obliged to conduct opposition proceedings in a language other than their mother tongue,
but says that that is a matter of certainty for those whose language is not one of the Office's languages
whereas those whose language is a language of the Office might have the opposition proceedings conducted in
their own language.

39 The applicant concludes that Article 115 of Regulation No 40/94 and Rule 1(1)(j) of Article 1 of
Regulation No 2868/95 are discriminatory in view of the Treaty. The rules governing languages laid down for
the Office are also contrary to Regulation No 1 of the Council determining the languages to be used by the
European Economic Community (OJ, English Special Edition, 1952-1958, p. 59). In that connection, the
applicant states that the Office must be treated as a Community institution for the purposes of Regulation No
1 and that that regulation lays down clearly one of the principles of Community law from which no
derogation by subsequent regulation of the Council is permitted.

40 In the alternative, the applicant submits that the contested decision is contrary to the principle of
non-discrimination in so far as the Board of Appeal held that the second language must necessarily be one of
the languages of the Office. The applicant argues that the principle of non-discrimination requires the Office
to allow her to indicate any of the official languages of the European Community.

41 Further in the alternative, the applicant argues that, if the Court were to consider that the Board of Appeal
of the Office was not in a position to interpret Article 115 of Regulation No 40/94 and Rule 1(1)(j) of Article
1 of Regulation No 2868/95 in a manner compatible with the Treaty, it could always rule on the legality of
those provisions itself and annul the contested decision on the basis of its findings. The applicant reiterates,
however, that the Board of Appeal is under a duty to apply the rules in a manner compatible with the Treaty
and that it could therefore have
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decided otherwise.

42 The Greek Government submits that the Community legal order does not recognise the superiority of
particular official languages in relation to the others and that the EC Treaty as well as Regulation No 1 lay
down the principle of plurilingualism and language neutrality.

43 In that regard, the Greek Government relies in particular on the third paragraph of Article 213 EC and
Article 248 of the EC Treaty (now, after amendment, Article 314 EC). It points out that Article 33 of the
Vienna Convention on the Law of Treaties of 23 May 1969 (United Nations Treaty Series, Vol. 788, p. 354)
establishes the general rule of equivalence for different language versions of treaties where the text is
authentic in two or more languages. It adds that in any event there is no rule of international law which
accords primacy to one language over others.

44 Furthermore, the equivalence of the official languages of the European Communities has been recognised
on many occasions by the Court of Justice. The Greek Government infers from that that the prohibition of
discrimination on grounds of nationality includes a prohibition on discrimination based on language.

45 It follows, the Greek Government contends, that by instituting the rules governing languages set out in
Article 115 of Regulation No 40/94, the Council failed to take account of the prohibition on discrimination
established by primary Community law. That departure from primary Community law is all the more serious
because no grounds are given for it in the regulation.

46 The Greek Government observes, lastly, that the Community administration's practice of using certain
languages as working languages does not undermine the equivalence of languages. It states also that the rules
governing languages instituted by Article 115 of Regulation No 40/94, whilst serving the goals of simplifying
and shortening proceedings, only do so in relation to some of the interested parties, while large numbers of
applicants for Community trade marks are placed at a disadvantage. In the view of the Greek Government, if
a choice is to be made between the goal of facilitating the work of the Office on the one hand, and the
interests of all applicants in being able to communicate in their own official Community language on the
other, it is the latter that ought always to prevail in view, in particular, of primary Community law and the
principle of proportionality.

47 The Office emphasises first of all that the provisions of secondary Community law are fully effective so
long as the Community judicial authorities have not found them to be illegal. It infers from that that all those
subject to Community law, including the Office itself, must acknowledge the full effectiveness of legislative
acts of the institutions so long as neither the Court of Justice nor the Court of First Instance has found them
to be illegal.

48 In the same context, the Office observes that all constituent aspects of the Office were established by the
Community legislature for the purposes of implementing the relevant legislative provisions, rather than setting
them aside or monitoring whether they might be unlawful. For that reason, the Board of Appeal was right to
declare that it did not have jurisdiction to rule on the alleged illegality raised by the applicant.

49 Next, the Office explains that it is not for it but rather for the Council to present arguments to show that
the rules governing languages instituted by Regulation No 40/94 are compatible with Community law. It
refers, however, to the finding of the Board of Appeal that, in any event, the requirement to indicate a second
language cannot amount to discrimination, given that all applicants are subject to that obligation, including
applicants who have filed their application for registration in one of the languages of the Office. It also points
out that the language issue was the subject of numerous meetings at the Council and caused the adoption of
the regulation to be delayed by some years. It submits that the rules governing languages ultimately adopted
secure both the viability
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of the Office and compliance with fundamental rights.

50 The Spanish Government contends that Article 115 of Regulation No 40/94 cannot be incompatible with
Regulation No 1 because it was adopted later. Moreover, Regulation No 40/94 in no way contradicts
Regulation No 1. It goes on to explain that the rules governing languages instituted by Article 115 of
Regulation No 40/94 are entirely reasonable, inter alia, because there is a choice between the five most
common languages in the Community and because there is always a possibility of the language of procedure
before the Office being a less common one, for example, where the parties reach agreement to that effect.
According to the Spanish Government, any discrepancies to which the rules governing languages might lead to
are a consequence of the linguistic situation in the European Community and the need to guarantee the proper
functioning of Community bodies.

51 The Council submits first of all that it was entitled to derogate from the rules governing languages
instituted by Regulation No 1, since that regulation contains no fixed principle of Community law. It goes on
to note that the Office is not in any event an institution for the purposes of Regulation No 1, nor can it be
treated as such an institution.

52 The Council goes on to argue that there is no Community law principle of absolute equality between the
official languages. Otherwise there would be no Article 217 of the EC Treaty (now Article 290 EC).

53 Nor are the rules governing languages instituted by Regulation No 40/94 disproportionate, according to the
Council. In that connection, it explains that the purpose of those rules is to enable undertakings to obtain,
following a single, practical and accessible procedure, registration of a Community trade mark. As regards the
practical nature of the procedure, the Council observes that, given the structure of the Office and the needs of
translators, proceedings before a Board of Appeal of the Office cannot, for instance, be conducted in different
languages. The choice which the Council made in adopting Regulation No 40/94 was based on a balancing of
the interests of undertakings on the one hand and the possible drawbacks such as those raised by the applicant
on the other. In that regard, the Council observes that the Court of First Instance only has a marginal power
of supervision and then contends that the rules governing languages which were introduced are reasonable,
inter alia, having regard to the fact that the application for registration can be filed in any of the official
language of the European Communities, that the Office has five languages and, that it translates the
application into the second language itself.

54 Finally, the Council explains that its decision was also based on budgetary considerations. It points out in
that connection that, without the chosen rules governing languages, it would be necessary to provide for an
additional budget of several tens of millions of euros per year for the Office.

Findings of the Court

55 It must be observed at the outset that, contrary to the submissions of the applicant, the examiner and the
Board of Appeal did not have jurisdiction to decide not to apply the rule laid down by Article 115(3) of
Regulation No 40/94 and Rule 1(1)(j) of Article 1 of Regulation No 2868/95. Such a decision would
necessarily have been based on a refusal to apply those rules by interpreting them contrary to their clear
wording. That would have entailed disregarding the presumption of legality principle, according to which
Community rules remain fully effective until they have been found to be unlawful by a competent court.

56 It is therefore for the Court of First Instance, on foot of the plea of illegality raised by the applicant, to
rule on the legality of the rules governing languages established for the Office by the Council.
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57 The applicant claims that there is a conflict between Article 115 of Regulation No 40/94 on the one hand
and Article 6 of the Treaty, read in conjunction with Article 1 of Regulation No 1, on the other, in that
Article 115 infringes an alleged principle of Community law of non-discrimination between the official
languages of the European Communities.

58 In that regard, it must first be pointed out that Regulation No 1 is merely an act of secondary law, whose
legal base is Article 217 of the Treaty. To claim, as the applicant does, that Regulation No 1 sets out a
specific Community law principle of equality between languages, which may not be derogated from even by a
subsequent regulation of the Council, is tantamount to disregarding its character as secondary law. Secondly,
the Member States did not lay down rules governing languages in the Treaty for the institutions and bodies of
the Community; rather, Article 217 of the Treaty enables the Council, acting unanimously, to define and
amend the rules governing the languages of the institutions and to establish different language rules. That
Article does not provide that once the Council has established such rules they cannot subsequently be altered.
It follows that the rules governing languages laid down by Regulation No 1 cannot be deemed to amount to a
principle of Community law.

59 Accordingly the applicant cannot rely on Article 6 of the Treaty, in conjunction with Regulation No 1, as
a basis for demonstrating that Article 115 of Regulation No 40/94 is illegal.

60 As regards the obligation on an applicant for registration of a Community trade mark under Article 115(3)
of Regulation No 40/94 and Rule 1(1)(j) of Article 1 of Regulation No 2868/95 to indicate a second language
which shall be a language of the Office the use of which he accepts as a possible language of proceedings for
opposition, revocation or invalidity proceedings, it is clear that, contrary to the claims of the applicant and the
Greek Government, this does not involve an infringement of the principle of non-discrimination.

61 First, it is apparent from the actual wording of Article 115(3) of Regulation No 40/94 that, by indicating a
second language, the applicant accepts use of that language as a language of proceedings only in relation to
opposition, revocation or invalidity proceedings. It follows, as indeed is confirmed by the first sentence of
Article 115(4) of Regulation No 40/94, that so long as the applicant is the sole party to proceedings before
the Office, the language used for filing the application for registration remains the language of proceedings.
Consequently, in such proceedings, Regulation No 40/94 cannot be taken, in itself, as in any sense implying
differentiated treatment as regards language, given that it in fact guarantees use of the language of the
application filed as the language of proceedings and thus the language in which procedural documents of a
decisional character must be drafted.

62 Next, in so far as Article 115(3) of Regulation No 40/94 requires the applicant to indicate a second
language for the purposes of the possible use of that language as the language of proceedings for opposition,
revocation or invalidity proceedings, the fact remains that that rule was adopted for the legitimate purpose of
reaching a solution on languages in cases where opposition, revocation or invalidity proceedings ensue
between parties who do not have the same language preference and cannot agree between themselves on the
language of proceedings. In that regard, it is to be noted that, under Article 115(7) of Regulation No 40/94,
parties to opposition, revocation or invalidity proceedings are entitled to agree that any one of the official
languages of the European Community is to be the language of the proceedings, an option which might
particularly suit parties with the same language preference.

63 In pursuing the objective of determining the language of the proceedings where parties who do not share
the same language preference fail to agree, the Council must be considered to have made an appropriate and
proportionate choice, even if the official languages of the Community were treated differently. First of all,
Article 115(3) of Regulation No 40/94 accords the applicant for registration
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of a trade mark an opportunity to fix, from among the most widely known languages in the European
Community, the language that is to be used for opposition, revocation or invalidity proceedings in the event
that the first language chosen by the applicant is not that requested by another party to the proceedings.
Secondly, by limiting that choice to the languages which are the most widely known in the European
Community, and thus avoiding the possibility of the language of proceedings being particularly remote in
relation to the linguistic knowledge of the other party to the proceedings, the Council remained within the
limits of what is necessary for achieving the aim in view (Cases 222/84 Johnston [1986] ECR 1651, paragraph
38, and C-285/98 Kreil [2000] ECR I-69, paragraph 23).

64 Finally, the applicant and the Greek Government are not entitled to rely on the paragraph added by the
Amsterdam Treaty to Article 8d of the Treaty (now, after amendment, Article 21 EC) according to which
every citizen of the Union may write to any of the institutions or bodies referred to in this Article or in
Article 7 [EC] in one of the languages mentioned in Article 314 [EC] and have an answer in the same
language. Article 21 EC refers to the Parliament and the Ombudsman and Article 7 EC mentions the
Parliament, the Council, the Commission, the Court of Justice and the Court of Auditors and also the
Economic and Social Council and the Committee of the Regions. In so far as the paragraph in question is
applicable ratione temporis to this case, the Office is in any event not one of the institutions or bodies
referred to in Article 7 EC or Article 21 EC.

65 If follows from all the foregoing that the action must be dismissed.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2000.

Ford Motor Company v Office for Harmonisation in the Internal Market (Trade Marks and Designs)
(OHMI).

Community trade mark - The word OPTIONS - Absolute ground for refusal - Lack of distinctive
character - Article 7(3) of Regulation (EC) No 40/94 - Acquisition through use in part of the

Community.
Case T-91/99.

Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Lack of distinctive character - Exception - Acquisition through use - Scope - Trade mark devoid of
distinctive character in a part of the Community - Acquisition through use in that same part

(Council Regulation No 40/94, Art. 7(3))

$$In order to have the registration of a trade mark accepted under Article 7(3) of Regulation No 40/94 on the
Community trade mark, the distinctive character acquired through the use of that trade mark must be
demonstrated in the substantial part of the Community where it was devoid of any such character under
Article 7(1)(b), (c) and (d) of that regulation.

(see para. 27 )

In Case T-91/99,

Ford Motor Company, established in Dearborn, Michigan, United States of America, represented by A.J.
Tweedale Willoughby and B.H.E. Halliday, Solicitors, with an address for service in Luxembourg at the
Chambers of Loeff, Claeys and Verbeke, 58 Rue Charles Martel,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by F. Lopez
de Rego, Head of the Legal Affairs and Litigation Service, A. Di Carlo, of that service, and A. von
Mühlendahl, Vice-President responsible for Legal Affairs, acting as Agents, with an address for service in
Luxembourg at the office of C. Gomez de la Cruz, of the Legal Service of the Commission, Wagner Centre,
Kirchberg,

defendant,

APPLICATION for annulment of the decision of the Second Board of Appeal of the Office for Harmonisation
in the Internal Market (Trade Marks and Designs) of 11 February 1999 (Case R 150/98-2) refusing
registration of the word OPTIONS as a Community trade mark,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: V. Tiili, President, R.M. Moura Ramos and P. Mengozzi, Judges,

Registrar: G. Herzig, Administrator,

having regard to the application lodged at the Registry of the Court on 15 April 1999,

having regard to the response lodged at the Registry of the Court on 13 July 1999,

further to the hearing on 2 December 1999,
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gives the following

Judgment

Legal background

1 Article 7 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark, as
amended (OJ 1994 L 11, p. 1), provides:

1. The following shall not be registered:

...

(b) trade marks which are devoid of any distinctive character;

(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the
kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods
or of rendering of the service, or other characteristics of the goods or service;

(d) trade marks which consist exclusively of signs or indications which have become customary in the current
language or in the bona fide and established practices of the trade;

...

2. Paragraph 1 shall apply notwithstanding that the grounds of non-registrability obtain in only part of the
Community.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in relation to the goods
or services for which registration is requested in consequence of the use which has been made of it.

Background to the dispute

2 On 29 March 1996, the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office).

3 The trade mark for which registration was requested is the word OPTIONS. The services for which
registration was requested were, initially, all services included in Class 36 within the meaning of the Nice
Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended. Subsequently, on 27 August 1996, the
specification was amended to read as follows: insurance, warranty, financing, hire-purchase and lease-purchase
services.

4 By decision of 9 July 1998, the examiner refused the application under Article 38 of Regulation No 40/94.
The examiner based his decision on the fact that the word OPTIONS was devoid of any distinctive character
in English and French.

5 On 9 September 1998, the applicant filed at the Office an appeal against the examiner's decision under
Article 59 of Regulation No 40/94. The statement setting out the grounds of appeal was filed on 9 November
1998. In the grounds of its appeal the applicant produced evidence to show that the trade mark OPTIONS had
been used in the supply of the services concerned in Belgium, Denmark, the Netherlands, Portugal, Sweden
and the United Kingdom. Use was not, however, claimed in respect of France.

6 The appeal was dismissed by decision of 11 February 1999 of the Second Board of Appeal of the Office
(hereinafter the contested decision), which was notified to the applicant on 15 February 1999. In its decision
the Board of Appeal considered that, even if the trade mark OPTIONS had
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become distinctive through use in the United Kingdom, as the applicant was claiming, it would not be
inherently distinctive in France. The Board thus decided to dismiss the appeal under Article 7(2) of Regulation
No 40/94 and stated that use of the trade mark in France had not been claimed.

Forms of order sought

7 The applicant claims that the Court should:

- annul the contested decision;

- order the Office to pay the costs;

- take any further measures which the Court deems appropriate.

8 The Office contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Law

Arguments of the parties

9 In support of its application, the applicant puts forward a single plea based on infringement of Article 7(3)
of Regulation No 40/94. It asserts that that provision must prevail over Article 7(2), at least where
distinctiveness acquired through use can be demonstrated in a substantial part of the European Community,
including one major country such as, in this case, the United Kingdom.

10 First, the applicant accepts that, in the absence of evidence of use of the mark, a mark which is descriptive
in only part of the Community cannot be registered under Article 7(1)(b) and (c) in view of the application of
Article 7(2). However, it submits that Article 7(2) itself does not provide grounds for refusal of registration,
but merely clarifies the scope of Article 7(1)(b) and (c).

11 Second, it claims that it is sufficient that the trade mark's distinctiveness be acquired through use in only a
part of the Community for Article 7(3) to apply. Unlike Article 7(2), Article 7(3) does not merely direct the
application of Article 7(1)(b) and (c) but, in certain circumstances, overrules those subparagraphs.
Consequently, and contrary to what seems to be the Office's practice to date, where there is evidence that a
mark has acquired distinctiveness through use in a substantial part of the Community, the mark must be
accepted for registration.

12 As regards the area over which distinctive character has been acquired through use, the applicant states that
neither Article 7(3) nor any other provision of Regulation No 40/94 states that that distinctiveness must be
shown throughout the Community. It is therefore sufficient that that distinctiveness be acquired in a substantial
part of the Community. In the present case, that distinctiveness has been shown in the United Kingdom and in
certain other States of the Community.

13 The applicant points out, in this respect, that Ford or its subsidiary companies have registered the trade
mark OPTIONS in Ireland and the United Kingdom for services included in Class 36 within the meaning of
the Nice Agreement, mentioned above. Registration in the United Kingdom was obtained on evidence of
distinctiveness acquired in that Member State. Furthermore, a script form of the mark is registered in Denmark
and the United Kingdom. Finally, the word mark OPTIONS is registered in the Benelux.

14 The applicant claims that evidence of registration of an identical trade mark in the United Kingdom and
Ireland is in itself sufficient to overcome the objections to registration based on Article 7(1)(b) and (c) of
Regulation No 40/94.
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15 The Office states, first, that it shares the applicant's view that Article 7(2) of Regulation No 40/94 does not
itself provide independent grounds for refusal but merely directs the application of Article 7(1)(b) and (c) and
only clarifies the scope of those subparagraphs. However, it contends that the mere fact that the contested
decision has cited Article 7(2) does not mean that the Board of Appeal considered that that provision alone
constituted a ground for refusal.

16 The Office points out that the Board of Appeal refused registration of the trade mark because of its lack of
distinctiveness and its descriptiveness, grounds mentioned in Article 7(1)(b) and (c) of Regulation No 40/94
respectively. On the basis of those considerations alone, the Board, referring to Article 7(2), concluded that
those absolute grounds for refusal - obtaining in part of the Community, namely France - were sufficient not
to allow the registration requested.

17 Consequently, the defendant contends that the contested decision was correctly adopted on the basis of
Article 7(1)(b) and (c) of Regulation No 40/94 in conjunction with Article 7(2).

18 Second, the defendant contends that where the refusal of registration of a Community trade mark is based
on the ground of lack of distinctiveness and on descriptiveness of a trade mark in part of the Community, any
challenge to that refusal of registration, on the ground of distinctiveness acquired through use provided for in
Article 7(3) of Regulation No 40/94, requires that acquisition of distinctiveness through use be demonstrated
with regard to the part of the Community where distinctiveness was denied. If the ground for refusal exists
everywhere in the Community, acquired distinctiveness must be demonstrated everywhere in the Community.

19 The Office submits that otherwise the registration of a mark would amount to a significant breach of the
principle of the unitary character of the Community trade mark, as expressly established in Article 1(2) of
Regulation No 40/94. That principle plays a fundamental part in the Community trade mark system which is
based on a legal order which is separate and independent from the national trade mark systems. In that regard,
the Office also states that there are no exceptions to the unitary character of Community trade marks in
relation to absolute grounds for refusal.

20 In the present case, the defendant contends that the application should be dismissed, on the ground that the
applicant, first, has not claimed either acquisition of distinctiveness or even use of the trade mark in the
French-speaking parts of the Community and, second, accepts that the mark OPTIONS is non-distinctive and,
in any event, descriptive in French and in English.

Findings of the Court

21 The applicant claims that where a trade mark's distinctive character has been acquired through use in
accordance with Article 7(3) of Regulation No 40/94, although that acquisition has occurred only in a
substantial part of the Community, the Office has an obligation to register that mark, without having the
power to refuse that registration on the basis of the rules in Article 7(1)(b), (c) and (d) and (2).

22 That argument cannot be accepted.

23 In the words of the second recital in the preamble to Regulation No 40/94, the Community trade mark
arrangements are to enable undertakings by means of one procedural system to obtain Community trade marks
to which uniform protection is given and which produce their effects throughout the entire area of the
Community, and the principle of the unitary character of the Community trade mark thus stated is to apply
unless otherwise provided for in that regulation. The same principle is set down in Article 1(2) of Regulation
No 40/94 which provides that the Community trade mark is to have a unitary character, which implies that [i]t
shall have equal effect throughout the Community.

24 Consequently, in order to be accepted for registration, a sign must possess a distinctive character
throughout the Community. That requirement, enabling consumers to distinguish the goods or services
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of one undertaking from those of other undertakings in accordance with Article 4 of Regulation No 40/94, is
essential for that sign to be able to exercise the function of a Community trade mark in economic life.

25 The principle of the unitary character of the Community trade mark is expressly applied in Article 7(2) of
Regulation No 40/94 which provides that a trade mark is not to be registered notwithstanding that the grounds
of non-registrability [laid down in Article 7(1)] obtain in only part of the Community.

26 Article 7(3) of Regulation No 40/94 must be read in the light of that principle.

27 On that basis, in order to have the registration of a trade mark accepted under Article 7(3) of Regulation
No 40/94, the distinctive character acquired through the use of that trade mark must be demonstrated in the
substantial part of the Community where it was devoid of any such character under Article 7(1)(b), (c) and (d)
of that regulation.

28 In the present case, the applicant has not disputed the lack of distinctiveness of the word OPTIONS in the
French language. Nor has it claimed that the trade mark OPTIONS has been used in such a way that it has
acquired a distinctive character in a substantial part of the Community, in this case in France.

29 In those circumstances, the Office cannot be criticised for having refused registration of the word
OPTIONS as a Community trade mark.

30 Accordingly, the application must be dismissed.

Costs

31 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they have been applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it
must, having regard to the form of order sought by the defendant, be ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Fourth Chamber)
First Instance (Fourth Chamber)First Instance (Fourth Chamber)2000. DKV Deutsche

Krankenversicherungs AG v Office for Harmonisation in the Internal Market (Trade Marks and
Designs) (OHMI). Community trade mark - "Companyline" - Absolute ground for refusal - Article

(7)(1)(b) of Regulation (EC) No 40/94. Case T-19/99.

1. Community trade mark - Definition and acquisition of the Community trade mark - Signs capable of
constituting a trade mark - Condition - Distinctive character - Assessment in relation to the products and
services in respect of which registration is sought

(Council Regulation No 40/94, Art. 4)

2. Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusal - Signs devoid of any distinctive character - Companyline

(Council Regulation No 40/94, Art. 7(1)(b))

1. It follows from Article 4 of Regulation No 40/94 on the Community trade mark, according to which the
decisive factor for a sign capable of being represented graphically to be eligible for registration as a
Community trade mark is its capacity to distinguish the goods of one undertaking from those of another, that
the distinctive character of a sign whose registration is sought can be assessed only in relation to the goods or
services in respect of which application for registration of the sign is made.

(see paras 23-24 )

2. Under Article 7(1)(b) of Regulation No 40/94 on the Community trade mark, trade marks which are devoid
of any distinctive character are not to be registered. As regards the application for registration of the word
Companyline in respect of services relating to insurance and financial affairs, that sign cannot constitute a
Community trade mark, since it is devoid of any distinctive character. Company and line are two generic
words which simply denote a line of goods or services for undertakings. Coupling them together without any
graphic or semantic modification does not imbue them with any additional characteristic such as to render the
sign, taken as a whole, capable of distinguishing the applicant's services from those of other undertakings.

(see paras 26-27, 29 )

In Case T-19/99,

DKV Deutsche Krankenversicherung AG, a company incorporated under German law, established in Cologne,
Germany, represented by Stephan von Petersdorff-Campen, Rechtsanswalt, Mannheim and Karlsruhe, with an
address for service in Luxembourg at the Chambers of Marc Loesch, 11 Rue Goethe,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs) (OHIM), represented by
Alexander von Mühlendahl, Vice-President responsible for Legal Affairs, and Detlef Schennen, Head of the
Legislation and International Legal Affairs Service, acting as Agents, with an address for service in
Luxembourg at the office of Carlos Gomez de la Cruz, of the Commission's Legal Service, Wagner Centre,
Kirchberg,

defendant,

ACTION brought against the decision of the First Board of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) of 18 November 1998 (Case R 72/1998-1), which
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was notified to the applicant on 19 November 1998,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Fourth Chamber),

composed of: R.M. Moura Ramos, President, V. Tiili and P. Mengozzi, Judges,

Registrar: A. Mair, Administrator,

having regard to the application lodged at the Registry of the Court on 21 January 1999,

having regard to the response lodged at the Registry of the Court on 8 April 1999,

having regard to the measures of organisation of procedure of 15 June 1999,

and following the hearing on 9 July 1999,

gives the following

Judgment

1 By letter of 23 July 1996 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter the Office). That application was
received by the Office on 24 July 1996.

2 The trade mark in respect of which registration was sought was the word Companyline.

3 The services in respect of which registration was sought were insurance and financial affairs in class 36 of
the Nice Agreement concerning the International Classification of Goods and Services for the Purposes of the
Registration of Marks of 15 June 1957, as revised and amended.

4 By decision of 17 April 1998 the examiner refused the application for registration under Article 38 of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended by Council Regulation (EC) No 3288/94 of 22 December 1994, for the implementation of the
agreements concluded in the framework of the Uruguay Round (OJ 1994 L 349, p. 83, hereinafter Regulation
No 40/94).

5 On 13 May 1998 the applicant appealed to the Office against the examiner's decision under Article 59 of
Regulation No 40/94. The written statement setting out the grounds of appeal was filed on 3 June 1998.

6 The appeal was submitted to the examiner for interlocutory revision under Article 60 of Regulation No
40/94.

7 On 2 July 1998 the appeal was remitted to the Boards of Appeal.

8 The appeal was dismissed by decision of the First Board of Appeal of 18 November 1998 (hereinafter the
contested decision) which was served on the applicant on 19 November 1998.

Forms of order sought by the parties

9 The applicant claims that the Court should:

- alter the contested decision by ordering the Office to register Companyline as a Community trade mark for
services in class 36 (insurance and financial affairs) with a statement by the applicant that it disclaims any
exclusive right in the words company and line;

- in the alternative, annul the contested decision.

10 The Office contends that the Court should:
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- dismiss the principal claim as inadmissible;

- dismiss the remainder of the application;

- order the applicant to pay the costs.

11 In the context of the measure of organisation of procedure of 15 June 1999, the applicant stated that it was
amending its principal claim and requested the Court to alter the contested decision by ordering the Office to
publish the sign Companyline in the Community Trade Marks Bulletin as a Community trade mark for
services in class 36 (insurance and financial affairs), with a statement by the applicant that it disclaimed any
exclusive right in the words company and line. The applicant also requested that the defendant be ordered to
pay the costs.

12 At the hearing the applicant withdrew its principal claim and the Court has taken formal notice thereof.

Claim for annulment

13 The applicant relies, essentially, on three pleas in law in support of its appeal: first, infringement of Article
7(1)(b) of Regulation No 40/94; second, infringement of Article 7(1)(c) of the Regulation interpreted in the
light of Article 12(b); and third, misuse of powers.

Infringement of Article 7(1)(b) of Regulation No 40/94

Arguments of the parties

14 The applicant submits that, by finding the word Companyline to be incapable of distinguishing the
insurance and financial affairs services designated by it from those of other undertakings, the Board of Appeal
erred in law and fact because it failed to draw a distinction between a feature which is devoid of any
distinctive character and the minimum degree of distinctive character.

15 The words devoid of any distinctive character in Article 7(1)(b) of Regulation No 40/94 make it clear, in
the applicant's submission, that the minimum degree of distinctive character is sufficient to preclude that
ground for refusal.

16 Furthermore, the sign must always be examined as a whole and not by separating it into its component
parts. The sign for which registration was applied, Companyline, is made up of two words, namely company
and line. The only relevant factor for the purpose of assessing distinctive character is the overall impression
produced by that sign.

17 It is also clear from the grounds of the contested decision that Companyline is not a term used in the
insurance and financial affairs services sector. It was, therefore, coined specially by the applicant for that
sector and, even for an English-speaking audience, it has only vague semantic connotations.

18 Next, the scheme of Regulation No 40/94 is such that it is not permissible to examine the question of
distinctive character within the meaning of Article 7(1)(b) by reference to criteria which are relevant solely to
a sign's descriptive character for the purposes of Article 7(1)(c).

19 The applicant further submits that assessment of a mark's distinctive character cannot be confined to the
English-speaking world. The Office also failed to take into account the fact that there are registered trade
marks containing the words company and line in many Member States of the Community and thus failed in
its duty to harmonise Community trade-mark law.

20 The Office argues that a sign which, as envisaged in Article 7(1)(b), is devoid of any distinctive character
cannot by its very nature constitute a trade mark because the public would not regard it as a mark (unless it
has become distinctive in consequence of the use which has been made of it). It cannot therefore fulfil its
function as a sign associating goods or services with the undertaking
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which manufactured or marketed them.

21 The Office accepts that a minimum degree of distinctive character is sufficient to have the effect of
rendering that ground for refusal inapplicable but argues that such a minimum degree is not present in this
case.

22 The Office points out that under Article 7(2) of Regulation No 40/94 it is sufficient, in order for the
grounds for refusal to register a mark in Article 7 to apply, that those grounds obtain in only part of the
Community.

Findings of the Court

23 Under Article 4 of Regulation No 40/94, the decisive factor for a sign capable of being represented
graphically to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another (see Case T-163/98 Procter &amp; Gamble v OHIM [1999] ECR
II-2383, paragraph 20).

24 One of the implications of this is that distinctive character can be assessed only in relation to the goods or
services in respect of which application for registration of the sign is made.

25 Under Article 7(1)(b) of Regulation No 40/94, trade marks which are devoid of any distinctive character
are not to be registered.

26 In this case, the sign is composed exclusively of the words company and line, both of which are
customary in English-speaking countries. The word company suggests that what is in point are goods or
services intended for companies or firms. The word line has various meanings. In the insurance and financial
services sector it denotes, amongst other things, a branch of insurance or a line or group of products. They
are thus generic words which simply denote a line of goods or services for undertakings. Coupling them
together without any graphic or semantic modification does not imbue them with any additional characteristic
such as to render the sign, taken as a whole, capable of distinguishing the applicant's services from those of
other undertakings. The fact that the word Companyline as such does not appear in dictionaries - whether as
one word or otherwise - does not in any way alter that finding.

27 Consequently, the sign Companyline is devoid of any distinctive character.

28 As to the applicant's argument that the Office failed to perform its duty to harmonise Community
trade-mark law, it should be pointed out that Article 7(2) of Regulation No 40/94 provides that, in order for
the grounds for refusal to register set out in Article 7 to apply, it is sufficient that those grounds obtain in
only part of the Community. The refusal to register in this case was therefore justified because the word
Companyline is not eligible for protection in the English-speaking world.

29 It follows that the Board of Appeal was right in confirming that, on the basis of Article 7(1)(b) of
Regulation 40/94, the word Companyline is not capable of constituting a Community trade mark.

30 As is clear from Article 7(1) of Regulation No 40/94, for a sign to be ineligible for registration as a
Community trade mark, it is sufficient that one of the absolute grounds for refusal applies (see Procter &amp;
Gamble v OHIM, cited above, paragraph 29).

31 It is accordingly not necessary to rule on the second plea, alleging infringement of Article 7(1)(c) of
Regulation No 40/94.

Misuse of powers

32 The applicant claims that the contested decision resulted from a misuse of powers. At the hearing, it
submitted that the defendant applied far more stringent criteria in the Companyline case than
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is its usual practice.

33 Be that as it may, the Court finds that there is no specific and objective evidence to suggest that the
contested decision was adopted exclusively or at least to a decisive degree in pursuit of objectives other than
those advanced. This plea must therefore be dismissed.

34 It follows that the action must be dismissed as unfounded.

Costs

35 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs if
they were applied for in the successful party's pleadings. Since the applicant has been unsuccessful, it must be
ordered to pay the defendant's costs, as applied for by that party.

On those grounds,

THE COURT OF FIRST INSTANCE (Fourth Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicant to pay the costs.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)1999.

The Procter & Gamble Company v Office for Harmonisation in the Internal Market (Trade Marks and
Designs).

Community mark - Term "Baby-Dry" - Absolute ground for refusal - Extent of review by the Boards
of Appeal - Extent of review by the Court of First Instance.

Case T-163/98.

1 Community trade mark - Definition and acquisition of the Community trade mark - Signs capable of
constituting a trade mark - Requirement - Distinctive character - To be assessed in relation to the goods or
services in respect of which registration is applied for

(Council Regulation No 40/94, Art. 4)

2 Community trade mark - Definition and acquisition of the Community trade mark - Absolute grounds for
refusing registration - Marks composed exclusively of signs or indications which may serve to designate the
characteristics of a product - `BABY-DRY'

(Council Regulation No 49/94, Art. 7(1)(c))

3 Community trade mark - Appeals procedure - Appeal, against a decision of the examiner, remitted to a
Board of Appeal - Continuity in terms of their functions between the Board of Appeal and the examiner -
Obligations incumbent on Boards of Appeal - Scope

(Council Regulation No 40/94, Arts 61(2) and 62(1))

4 Community trade mark - Appeals procedure - Appeals before the Community judicature - Jurisdiction of the
Court of First Instance - Whether it may determine claims the merits of which have not been considered by
OHIM - Excluded

5 Community trade mark - Appeals procedure - Appeals before the Community judicature - Jurisdiction of the
Court of First Instance - Whether it may issue directions to OHIM - Excluded

(Council Regulation No 40/94, Art. 63(6))

1 Under Article 4 of Regulation No 40/94 on the Community trade mark, the decisive factor if a sign capable
of being represented graphically is to be eligible for registration as a Community trade mark is its capacity to
distinguish the goods of one undertaking from those of another. Consequently, the distinctive character of a
sign can be assessed only in relation to the goods or services in respect of which its registration is applied
for.

2 Under Article 7(1)(c) of Regulation No 40/94 on the Community trade mark, `trade marks which consist
exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin or the time of production of the goods or of rendering of the service, or
other characteristics of the goods or service' are not to be registered. It was thus the intention of the
legislature that such signs should, by their very nature, be regarded as incapable of distinguishing the goods of
one undertaking from those of another.

The sign `BABY-DRY' - registration of which was sought in respect of `disposable diapers made out of paper
or cellulose' and `diapers made out of textile' - is not capable of constituting a Community trade mark, being
composed exclusively of words which may serve in trade to designate the intended purpose of the goods.

3 The Office for Harmonisation in the Internal Market (Trade Marks and Designs) was established by
Regulation No 40/94 to register Community trade marks which, being valid throughout the territory of the
Member States, are an important instrument for the completion of the internal market. The
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Boards of Appeal, which form part of the Office, also contribute, within the limits set by the regulation, to
the application of that instrument. In that sense, there is continuity in terms of their functions between the
Boards of Appeal and the examiner whose responsibility it is to take the decisions concerning applications for
registration.

It is clear from the scheme of Regulation No 40/94, as well as from Articles 61(2) and 62(1) thereof -
concerning the examination of the appeal and the ensuing decision - that it is not open to a Board of Appeal,
which enjoys the same powers in determining an appeal as the examiner, simply to reject an applicant's
arguments solely on the ground that they were not raised before the examiner. After considering an appeal,
the Board should either rule on the substance of the issue or remit the matter to the examiner.

4 In proceedings contesting a decision of one of the Boards of Appeal of the Office for Harmonisation in the
Internal Market (Trade Marks and Designs) refusing an application for registration of a trade mark on one of
the absolute grounds for refusal set out in Article 7(1)(b), (c) or (d) of Regulation No 40/94, it is not for the
Court to determine an application pursuant to Article 7(3) of the Regulation - seeking to establish that a mark
has become distinctive in consequence of the use made of it - where the merits of that claim have not been
considered by the Office.

5 Where an action is brought before the Community judicature contesting a decision of one of the Boards of
Appeal of the Office for Harmonisation in the Internal Market (Trade Marks and Designs), the Office is
required under Article 63(6) of Regulation No 40/94 to take the measures necessary to comply with the
judgment of the Court of Justice. Accordingly, the Court of First Instance is not entitled to issue directions to
the Office.

In Case T-163/98,

The Procter & Gamble Company, a company incorporated under the law of the State of Ohio, having its
registered office at Cincinnatti, Ohio, United States of America, represented by Thierry van Innis, of the
Brussels Bar, with an address for service in Luxembourg at the Chambers of Katia Manhaeve, 56-58 Rue
Charles Martel,

applicant,

v

Office for Harmonisation in the Internal Market (Trade Marks and Designs), represented by Oreste Montalto,
Director of its Legal Service, and Fernando Lopez de Rego, Head of the Legal Affairs and Litigation
Department of the same Service, acting as Agents, with an address for service in Luxembourg at the office of
Carlos Gomez de la Cruz, a member of the Commission's Legal Service, Wagner Centre, Kirchberg,

defendant,

APPEAL against the decision of the First Board of Appeal of the Office for Harmonisation in the Internal
Market (Trade Marks and Designs) of 31 July 1998 (Case R 35/1998-1), which was notified to the applicant
on 7 August 1998,,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: A. Potocki, President, C.W. Bellamy and A.W.H. Meij, Judges,

Registrar: H. Jung,

having regard to the application lodged at the Registry of the Court on 6 October 1998,
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having regard to the response lodged at the Registry of the Court on 23 December 1998,

having regard to the measures of organisation of procedure of 25 January and 10 February 1999,

and following the hearing on 20 May 1999,

gives the following

Judgment

Costs

55 Under Article 87(3) of the Rules of Procedure, the Court may rule that each party is to bear its own costs
where each party succeeds on some and fails on other heads. In this case, it is appropriate to order the
parties to bear their own costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Second Chamber)

hereby:

1. The decision of the First Board of Appeal of the Office for Harmonisation in the Internal Market (Trade
marks and Designs) of 31 July 1998 (Case R 35/1998-1) is annulled.

2. The parties shall bear their own costs.

Background to the dispute

1 By letter of 3 April 1996 the applicant filed an application for a Community trade mark at the Office for
Harmonisation in the Internal Market (Trade Marks and Designs) (hereinafter `the Office'). That application
was received by the Office on 9 April 1996.

2 The trade mark in respect of which registration was sought was the term `Baby-Dry'.

3 The goods in respect of which registration was sought were `disposable diapers made out of paper or
cellulose' and `diapers made out of textile', in classes 16 and 25, respectively, of the Nice Agreement
concerning the International Classification of Goods and Services for the Purposes of the Registration of
Marks of 15 June 1957, as revised and amended.

4 By decision of 29 January 1998 the examiner refused the application for registration under Article 38 of
Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark (OJ 1994 L 11, p. 1),
as amended by Council Regulation (EC) No 3288/94 of 22 December 1994, for the implementation of the
agreements concluded in the framework of the Uruguay Round (OJ 1994 L 349, p. 83, hereinafter `Regulation
No 40/94').

5 On 16 March 1998 the applicant appealed to the Office against the examiner's decision under Article 59 of
Regulation No 40/94. The written statement setting out the grounds of appeal was filed on 28 May 1998.

6 The appeal was submitted to the examiner for interlocutory revision under Article 60 of Regulation No
40/94.

7 On 29 June 1998 the appeal was remitted to the Board of Appeal.

8 The appeal was dismissed by decision of 31 July 1998 (hereinafter `the contested decision'). The Board of
Appeal essentially found that the sign in respect of which registration was applied for should be refused on
the grounds set out in Article 7(1)(b) and (c) of Regulation No 40/94.
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It also rejected as inadmissible the applicant's arguments relating to Article 7(3) of the regulation.

Forms of order sought by the parties

9 The applicant claims that the Court should:

- annul the contested decision in so far as it finds that the mark does not satisfy the conditions laid down in
Article 7(1)(b) and (c) of Regulation No 40/94;

- order the Office to accord a date of filing in respect of the application for a Community trade mark;

- in the alternative, annul the contested decision in so far as it holds the applicant's arguments based on
Article 7(3) of Regulation No 40/94 to be inadmissible;

- grant the applicant leave to show that the term `Baby-Dry' has become distinctive in consequence of the use
which has been made of it;

- at the very least remit the case to the Board of Appeal for it to determine that issue;

- order the respondent to pay the costs.

10 The Office contends that the Court should:

- reject the principal claim;

- adjudicate on the alternative claim that the case be remitted to the Board of Appeal for it to decide whether
the mark has become distinctive in consequence of the use allegedly made of it;

- dismiss the applicant's alternative claim for leave to show in the proceedings before the Court of First
Instance that the mark has become distinctive in consequence of the use allegedly made of it;

- order the applicant to pay the costs.

11 In the context of the measure of organisation of procedure taken on 25 January 1999, the applicant stated
that it was withdrawing its claim for an order requiring the Office to accord a date of filing in respect of its
application for a Community trade mark, and the Court has taken formal notice thereof. However, the
applicant has asked the Court to make an order requiring the Office to publish the application for a
Community trade mark pursuant to Article 40 of Regulation No 40/94.

Claim for annulment

12 The applicant claims that the Board of Appeal failed to take account of Article 7(1)(b) and (c) of
Regulation No 40/94. Since the arguments submitted in support of those two grounds of appeal are closely
linked, it is appropriate to consider them together. In the alternative, the applicant pleads infringement of
Article 62 of Regulation No 40/94.

Infringement of Article 7(1)(b) and (c) of Regulation No 40/94

Arguments of the parties

13 The applicant's arguments may be summarised as follows.

14 The essential feature of a trade mark is its capacity to distinguish the goods of one undertaking from those
of another. When assessing the validity of a trade mark, therefore, all that matters is whether the sign
concerned is capable of being perceived as indicating that the goods originate from a particular undertaking.

15 For that reason, a sign's capacity to distinguish must necessarily be assessed in the context
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of the relationship between the sign and a particular product or service, not in the abstract.

16 The need to preserve the right of competitors to use descriptive signs to designate their products cannot be
a ground for refusing to register such signs. Indeed, the proprietor of a trade mark does not, under Article 12
of Regulation No 40/94, enjoy a monopoly over the sign constituting the mark. Nor can the validity of a
trade mark depend on the extent of the rights which the proprietor would have in the mark if it were
registered.

17 A trade mark may be considered to be lawful if the sign or signs of which it is composed are not purely
descriptive. In that connection, the sign must be considered as a whole, not by separating it into its various
components. A sign which cannot be understood as anything other than a description of the product or of
one of its characteristics is purely descriptive. A highly, albeit not purely, descriptive sign, however, is easy
to remember and therefore likely to be a strong brand in the mind of the public.

18 In this case, there can be no doubt that the relevant section of the public will perceive the function of the
trade mark `Baby-Dry' as being, in addition to alluding to or describing one of the characteristics of the
product, to indicate that it comes from a particular undertaking.

19 The Office argues that the term `Baby-Dry' is simply a direct and necessary indication of the expected
result of using diapers. In the light of the absolute grounds for refusal set out in Article 7(1) of Regulation
No 40/94, therefore, that sign is not eligible for registration.

Findings of the Court

20 Under Article 4 of Regulation No 40/94, the decisive factor if a sign capable of being represented
graphically is to be eligible for registration as a Community trade mark is its capacity to distinguish the goods
of one undertaking from those of another.

21 One of the implications of this is that distinctive character can be assessed only in relation to the goods
or services in respect of which registration of the sign is applied for.

22 Under Article 7(1)(c) of Regulation No 40/94, `trade marks which consist exclusively of signs or
indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or service' are not to be registered.

23 It was thus the intention of the legislature that such signs should, by their very nature, be regarded as
incapable of distinguishing the goods of one undertaking from those of another.

24 Furthermore, Article 7(2) of Regulation No 40/94 states that Article 7(1) `shall apply notwithstanding that
the grounds of non-registrability obtain in only part of the Community'.

25 In this case, the Board of Appeal observed that the dictionary definition of diapers refers to their ability to
absorb, their intended purpose being essentially to absorb and thus to keep babies dry. Neither the definition
of the goods nor their intended purpose have been challenged by the applicant.

26 That being so, as paragraph 17 of the contested decision makes clear, the term `Baby-Dry', read as a
whole, immediately informs consumers of the intended purpose of the goods.

27 Furthermore, the term `Baby-Dry' does not seem to exhibit any additional feature which might render the
sign as a whole capable of distinguishing the applicant's goods from those of other undertakings.

28 In those circumstances, the Board of Appeal was right to take the view that the sign is composed
exclusively of words which may serve in trade to designate the intended purpose of the goods and to confirm
that, on the basis of Article 7(1)(c) of Regulation No 40/94, the term `Baby-Dry'
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is not capable of constituting a Community trade mark.

29 As is apparent from Article 7(1) of Regulation No 40/94, it is sufficient for one of the absolute grounds
for refusal to apply for the sign to be ineligible for registration as a Community trade mark.

In the alternative, infringement of Article 62(1) of Regulation No 40/94

Arguments of the parties

30 In the applicant's submission, the Board of Appeal was under a duty to consider all the grounds raised by
it in its appeal, including those not raised in the procedure before the examiner. It was therefore not open to
the Board to declare inadmissible the applicant's offer to adduce evidence that the term `Baby-Dry' had, for
the goods in question, become distinctive in consequence of the use made of it, in accordance with Article
7(3) of Regulation No 40/94.

31 The Office considers that, contrary to the position adopted in the contested decision, and confirmed in
subsequent decisions of various Boards of Appeal, the boards should not in principle refuse to give
consideration to evidence which was not submitted to the examiner when the latter was appraising the absolute
grounds for refusal. It points out, however, that in this case the applicant, in its written statement to the Board
of Appeal, merely offered to provide evidence.

Findings of the Court

32 Under Article 7(3) of Regulation No 40/94, Article 7(1)(c) `shall not apply if the trade mark has become
distinctive in relation to the goods ... for which registration is requested in consequence of the use which has
been made of it'.

33 In this case, it is common ground that the applicant at no time referred to that provision during the
procedure before the examiner. In his decision, the examiner found that the term `Baby-Dry' was ineligible for
registration, having regard to the prohibition in Article 7(1)(c) of Regulation No 40/94.

34 In the written statement setting out its grounds of appeal against the examiner's decision, the applicant
challenged the examiner's finding. In the alternative, it ended its statement with the words: `... we would wish
to submit evidence of acquired distinctiveness to the Office as our "Baby-Dry" diapers are on sale throughout
Europe since 1993 and heavily advertised'.

35 At paragraph 22 of the contested decision, the Board of Appeal refused to take account of that argument
on the ground that it had not been raised by the applicant in the procedure before the examiner. It stated that
a decision cannot be criticised for failing to adopt a position on a ground that was not raised. That would
not affect the applicant's right to lodge a fresh application for a Community trade mark, this time adducing
evidence of acquired distinctiveness in consequence of use.

36 The Court notes that the Office was established by Regulation No 40/94 to register Community trade
marks under the conditions which that regulation lays down. The Community trade mark, which is valid
throughout the territory of the Member States, is an important instrument for the completion of the internal
market, as the first recital in the preamble to the regulation makes clear.

37 The Boards of Appeal, which form part of the Office, also contribute, within the limits set by the
regulation, to the application of that instrument.

38 In that sense, there is continuity in terms of their functions between the examiner and the Boards of
Appeal.

39 That view is borne out by the close interconnection between their duties, as laid down by the
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rules governing the lodging and preliminary examination of applications. Thus, if an applicant wishes to
contest the examiner's decision, he must first file an appeal `at the Office' (Article 59 of Regulation No
40/94). The appeal is then submitted to the examiner for `interlocutory revision' (Article 60(1) of the
regulation). Finally, if the decision is not rectified within one month, it is immediately and automatically
remitted to the Board of Appeal (Article 60(2) of the regulation).

40 The procedure before the Boards of Appeal is divided into two separate stages; examination and decision.

41 Under Article 61(2) of Regulation No 40/94, `In the examination of the appeal, the Board of Appeal shall
invite the parties, as often as necessary, to file observations, within a period to be fixed by the Board of
Appeal, on communications... issued by itself.'

42 Under Article 62(1) of Regulation No 40/94, `Following the examination as to the allowability of the
appeal, the Board of Appeal shall decide on the appeal'. That provision also states that the Board is to
determine the appeal either by exercising any power within the competence of the department which was
responsible for the decision appealed or by remitting the case to that department for further action.

43 It follows from those provisions and from the scheme of Regulation No 40/94 that it was not open to the
Board of Appeal, which enjoys the same powers in determining an appeal as the examiner, simply to reject
the applicant's arguments based on Article 7(3) of Regulation No 40/94 solely on the ground that they were
not raised before the examiner. Having considered the appeal, it should have either ruled on the substance of
that issue or remitted the matter to the examiner.

44 That does not by any means preclude the Board of Appeal, under Article 74(2) of Regulation No 40/94,
from disregarding facts or evidence which the parties did not submit to it in due time. But that cannot be the
case here. First of all, the applicant clearly indicated at the end of the written statement setting out its
grounds of appeal that it intended to rely on Article 7(3) of Regulation No 40/94, and secondly, it was not
given any time-limit within which to submit the evidence that it had offered to adduce.

45 In the light of all those factors, the Court finds that, by declaring the applicant's arguments based on
Article 7(3) of Regulation No 40/94 to be inadmissible, the Board of Appeal has infringed Article 62 of that
regulation.

Other claims

The claim that the applicant should be permitted to adduce before the Court evidence that the term `Baby-Dry'
has become distinctive in consequence of the use made of it.

46 The applicant has not put forward any specific submissions in support of this claim.

47 The respondent has argued that the Court should not uphold the claim because the Office has never
considered the merits of the question.

48 It is common ground that the Office did not examine the possibility that Article 7(3) of Regulation No
40/94 might be applicable.

49 Under Article 63(3) of Regulation No 40/94, the Court `has jurisdiction to annul or to alter the contested
decision'.

50 That provision must be read in the light of Article 63(2) which provides that an `action may be brought on
grounds of lack of competence, infringement of an essential procedural requirement, infringement of the
Treaty, of this regulation or of any rule of law relating to their application or misuse of power', and in the
context of Articles 172 (now Article 229 EC) and 173 (now, after amendment, Article 230 EC) of the EC
Treaty.
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51 Accordingly, it is not for the Court to determine a claim on the possible application of Article 7(3) of
Regulation No 40/94, where the merits of the claim have not been considered by the Office.

The claim for an order requiring the Office to publish the application for a trade mark pursuant to Article 40
of Regulation No 40/94

52 Under Article 44(1) of the Rules of Procedure of the Court, the application must contain, inter alia, the
form of order sought by the applicant. This particular claim was made not in the application but in the
applicant's response to a measure of organisation of procedure. It follows that the claim must be dismissed as
inadmissible.

53 Furthermore, under Article 63(6) of Regulation No 40/94, the Office is to take the necessary measures to
comply with the judgment of the Court of Justice. Accordingly, the Court of First Instance is not entitled to
issue directions to the Office. It is for the latter to draw the consequences of the operative part of this
judgment and the grounds on which it is based. The claim is therefore inadmissible in this respect as well.

Conclusion

54 In the light of paragraphs 32 to 45 above, the Court finds that the contested decision must be annulled,
inasmuch as the Board of Appeal was wrong to refuse to examine the applicant's arguments based on Article
7(3) of Regulation No 40/94. As has already been pointed out, it is for the Office to take the necessary
measures to comply with this judgment.
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Order of the Court (First Chamber)
of 28 March 1996

Christina Kik v Council of the European Union and Commission of the European Communities.
Regulation (EC) No 40/94 on the Community trade mark - Languages - Actions for annulment of

measures - Natural and legal persons - Acts of direct and individual concern to them - Appeal
manifestly unfounded. Case C-270/95 P.

++++

Actions for annulment of measures ° Natural or legal persons ° Measures of direct and individual concern
to them ° Provision laying down the languages to be used for the single procedure for obtaining a
Community trade mark ° Action brought by a trade mark agent ° Inadmissible

(EC Treaty, Art. 173, fourth para.; Council Regulation No 40/94, Art. 115)

Since the scope of Article 115 of Regulation No 40/94 on the Community trade mark, which applies to all
persons applying for a Community trade mark by requiring them to adhere to a language system, is
objectively determined in relation to its purpose, an action for annulment of that provision is inadmissible
if brought by a natural person acting as a trade mark agent who has failed to show that his circumstances
differentiate him from all other persons seeking to obtain a Community trade mark on their own behalf or
on behalf of their principals.

In Case C-270/95 P,

Christina Kik, lawyer and trade mark agent, represented by Goosen L. Kooy, of the Hague Bar, with an
address for service in Luxembourg at the chambers of Nicolas Decker, 16 Avenue Marie-Thérèse,

appellant,

APPEAL against the order of the Court of First Instance of the European Communities (First Chamber) of
19 June 1995 in Case T-107/94 Kik v Council and Commission [1995] ECR II-1717, seeking to have that
order set aside,

the other parties to the proceedings being:

Council of the European Union, represented by Giorgio Maganza and Guus Houttuin, of its Legal Service,
acting as Agents, with an address for service in Luxembourg at the office of Bruno Eynard, Director of
the Legal Affairs Directorate of the European Investment Bank, 100 Boulevard Konrad Adenauer,

and

Commission of the European Communities, represented by Pieter Van Nuffel, of its Legal Service, acting
as Agent, with an address for service in Luxembourg at the office of Carlos Gomez de la Cruz, of its
Legal Service, Wagner Centre, Kirchberg,

supported by

Kingdom of Spain, represented by Alberto José Navarro Gonzalez, Director-General for Community Legal
and Institutional Coordination, and Gloria Calvo Díaz, Abogado del Estado, of the Community Legal
Department, acting as Agents, with an address for service in Luxembourg at the Spanish Embassy, 4-6
Boulevard Emmanuel Servais,

intervener,

THE COURT (First Chamber),

composed of: D.A.O. Edward, President of the Chamber, P. Jann (Rapporteur) and L. Sevon, Judges,
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Advocate General: P. Léger,

Registrar: R. Grass,

after hearing the Opinion of the Advocate General,

makes the following

Order

1 By application lodged at the Court Registry on 9 August 1995, Ms Kik brought an appeal under Article
49 of the Statute of the Court of Justice of the EC and the corresponding provisions of the ECSC and
Euratom statutes against the order of the Court of First Instance of 19 June 1995 in Case T-107/94 Kik v
Council and Commission [1995] ECR II-1717, in which the Court of First Instance dismissed as
inadmissible her application for annulment of Article 115 of Council Regulation (EC) No 40/94 of 20
December 1993 on the Community trade mark (OJ 1994 L 11, p. 1), in that it excludes Dutch as a
language of the Office for Harmonization in the Internal Market (trade marks and designs) ("the Office").

2 The Office was established by Article 2 of Regulation No 40/94.

3 The use of languages with regard to the filing of trade mark applications and in opposition, revocation
and invalidity proceedings is governed by Article 115 of Regulation No 40/94. Under Article 115(1),
applications for a Community trade mark may be filed in the Office in any of the official languages of the
European Community. Article 115(2) restricts the languages of the Office to English, French, German,
Italian and Spanish. Paragraphs 3 to 7 of that article provide, in particular, that the applicant must indicate,
in the application itself, a second language, which must be a language of the Office, and that, if the
application was made in a language other than the languages of the Office, the latter may send written
communications to the applicant in that second language, and, lastly, that the applicant is to be deemed to
accept the second language as a language of proceedings for opposition, revocation or invalidity
proceedings.

4 Paragraph 3 of the contested order states that the applicant, who is a native Dutch speaker, is a lawyer
and trade mark agent. She has a financial interest in a Netherlands firm of patent agents.

5 By application lodged at the Registry of the Court of First Instance on 15 March 1994, the applicant
brought proceedings against the Council and the Commission for annulment of Article 115(2) of
Regulation No 40/94. She also sought from the Court of First Instance an order restraining the Office from
adopting or causing to be adopted any measures enabling it to commence operating until the Council
reversed its decision to exclude Dutch from the languages of the Office. The Council, the Commission and
the Kingdom of Spain, which had been granted leave to intervene in support of the form of order sought
by those institutions, pleaded that the action was inadmissible.

6 By order of 19 June 1995 the Court of First Instance dismissed the action as inadmissible.

7 In her appeal the appellant claims that the Court of Justice should annul the order of the Court of First
Instance and declare the application for annulment of Article 115 of Regulation No 40/94 admissible with
respect to the Council of the European Union. The sole plea advanced by her in support of her appeal is
that the Court of First Instance erred in law in basing its decision on a division of individuals into
categories based on the language used by them. She argues that such a division is unlawful because it is
incompatible with Regulation No 1 of the Council of 15 April 1958 determining the languages to be used
by the European Economic Community (OJ, English Special Edition 1952-1958, p. 59). The appellant
considers that, by reason of that incompatibility, Regulation No 40/94 has no general application in that
regard and is, on the contrary, in the nature
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of a decision which is of direct and individual concern to her.

8 In their response, the Council and the Commission contend that the appeal should be dismissed.

9 Under Article 119 of the Rules of Procedure, the Court may at any time dismiss an appeal where it is
clearly inadmissible or clearly unfounded.

10 The Court of First Instance observed as follows in paragraphs 35 and 36 of its order:

"35 In so far as the action for annulment is directed against the Council, it must be borne in mind that,
by virtue of the fourth paragraph of Article 173 of the EC Treaty, the admissibility of annulment
proceedings brought by a natural or legal person against a regulation is subject to the condition that the
regulation challenged must be, in reality, a decision of direct and individual concern to the applicant,
and that the criterion distinguishing a regulation from a decision must be sought in the general
application, or otherwise, of the measure in question (see, for example, Case C-168/93 Government of
Gibraltar and Gibraltar Development Corporation v Council [1993] ECR I-4009; Case T-116/94 Cassa
Nazionale di Previdenza ed Assistenza a favore degli Avvocati e Procuratori v Council [1995] ECR
II-1; and Case T-472/93 Campo Ebro Industrial and Others v Council [1995] ECR II-421). A measure
is of general application if it applies to objectively determined situations and produces its legal effects
with respect to categories of persons envisaged in the abstract (see, for example, Case C-244/88 Usines
Coopératives de Déshydratation du Vexin and Others v Commission [1989] ECR 3811 and Case
C-299/88 Cargill and Others v Commission [1990] ECR I-1303).

36 In the present case, Regulation No 40/94 is clearly intended to establish a single procedural system
whereby undertakings can obtain a Community trade mark. As part of that single system, the language
regime set up by Article 115 produces legal effects with respect to a category of persons envisaged in the
abstract, namely persons seeking to obtain a Community trade mark on their own behalf or on behalf of
their principals. The applicant is therefore affected by the contested measure solely in her objective
capacity as a trade mark agent, in the same way as any other trade mark agent who is, or might be in the
future, in the same situation with regard to the language used until now in his or her professional activity
(see, for example, in comparable situations, Case 231/82 Spijker v Commission [1983] ECR 2559,
paragraph 9; Case T-469/93 GUNA v Council [1993] ECR II-1205, paragraph 17; and Case T-117/94
Associazione Agricoltori della Provincia di Rovigo and Others v Commission [1995] ECR II-455)."

11 The appellant' s arguments cannot invalidate the finding of the Court of First Instance that Article 115
of Regulation No 40/94 is not of direct and individual concern to her. Contrary to her contention, the
Court of First Instance did not create a new legal category composed of trade mark agents working in
Dutch, but merely found that trade mark agents who use that language are all in the same position. The
appellant' s argument is therefore based on an incorrect reading of the order.

12 Furthermore, in order for the appellant to be regarded as individually concerned, her legal position
must be affected by reason of circumstances in which she is differentiated from all other persons and
which distinguish her individually just as in the case of a person to whom a decision is addressed (see the
judgments in Case 25/62 Plaumann v Commission [1963] ECR 95 and Case C-309/89 Codorniu v Council
[1994] ECR I-1853, paragraph 20).

13 The fact that a legal provision may have different practical effects for the various persons to whom it
applies is not inconsistent with its nature as a regulation when the circumstances in which it applies are
objectively determined (see, in particular, the judgments in Case 6/68 Zuckerfabrik Watenstedt v Council
[1968] ECR 409 and Case 101/76 Koninklijke Scholten Honig v Council and Commission [1977] ECR
797, paragraph 24).
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14 In the present case, Article 115 of Regulation No 40/94 applies to all persons applying for a
Community trade mark, by requiring them to adhere to a language system. Its scope is therefore
objectively determined in relation to its purpose.

15 In the light of those rules of general application, the appellant has not shown that her circumstances
differentiate her from all other persons seeking to obtain a Community trade mark on their own behalf or
on behalf of their principals.

16 The Court of First Instance was therefore correct in finding the appellant' s action for annulment
inadmissible.

17 Consequently, the appeal must be dismissed as manifestly unfounded.

Costs

18 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs.
Since the appellant has been unsuccessful, she must be ordered to pay her own costs and the costs of the
Council and the Commission. The Kingdom of Spain, which has intervened, must be ordered to bear its
own costs pursuant to Article 69(4) of the Rules of Procedure.

On those grounds,

THE COURT (First Chamber)

hereby orders:

1. The appeal is dismissed.

2. The appellant is ordered to pay her own costs and the costs of the Council and the Commission. The
intervener is ordered to bear its own costs.

Luxembourg, 28 March 1996.
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Order of the Court of First Instance (First Chamber)
of 19 June 1995

Christina Kik v Council of the European Union and Commission of the European Communities.
Regulation (EC) No 40/94 on the Community trade mark - Languages - Manifest inadmissibility of

the application. Case T-107/94.

++++

1. Actions for annulment of measures ° Natural or legal persons ° Measures of direct and individual
concern to them ° Provision setting up the language regime for the single procedural system for obtaining
a Community trade mark ° Services of a trade mark agent ° Inadmissibility

(EC Treaty, Art. 173, fourth para.; Council Regulation No 40/94, Art. 115)

2. Procedure ° Criteria for the admissibility of actions ° Permissible in the light of the right of every
person to a fair hearing

(European Convention on Human Rights, Art. 6)

1. Article 115 of Council Regulation No 40/94 on the Community trade mark, which sets up the language
regime for the single procedural system established by that regulation for obtaining a Community trade
mark, produces legal effects with respect to a category of persons envisaged in the abstract, namely
persons seeking to obtain a Community trade mark on their own behalf or on behalf of their principals.

An application for annulment of that regulation is therefore not admissible if it is brought by a natural
person affected by the contested measure solely in his or her objective capacity as a trade mark agent, in
the same way as any other trade mark agent who is, or might be in the future, in the same situation with
regard to the language used until now in his or her professional activity.

2. The principle, embodied in Article 6 of the European Convention on Human Rights and recognized in
the Community legal order, that all persons are entitled to a fair hearing cannot preclude certain criteria
regarding admissibility from being set for the institution of judicial proceedings.

In Case T-107/94,

Christina Kik, a lawyer and trade mark agent, represented by Goosen L. Kooy, of the Hague Bar, with an
address for service in Luxembourg at the Chambers of Nicolas Decker, 16 Avenue Marie-Thérèse,

applicant,

v

Council of the European Union, represented by Giorgio Maganza and Guus Houttuin, of its Legal Service,
acting as Agents, with an address for service in Luxembourg at the office of Bruno Eynard, Manager of
the Legal Directorate of the European Investment Bank, 100 Boulevard Konrad Adenauer,

and

Commission of the European Communities, represented by Pieter Van Nuffel, of its Legal Service, acting
as Agent, with an address for service in Luxembourg at the office of Georgios Kremlis, of the Legal
Service, Wagner Centre, Kirchberg,

defendants,

supported by

Kingdom of Spain, represented by Alberto José Navarro Gonzalez, Director General of Community Legal
and Institutional Coordination, and Gloria Calvo Díaz, Abogado del Estado, of the State
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Legal Department dealing with matters before the Court of Justice, acting as Agents, with an address for
service in Luxembourg at the Spanish Embassy, 4-6 Boulevard Emmanuel Servais,

intervener,

APPLICATION for the annulment of Article 115 of Council Regulation (EC) No 40/94 of 20 December
1993 in so far as it excludes Dutch from the languages of the Office for Harmonization in the Internal
Market (trade marks and designs), together with a claim that the Court should not adopt or cause to be
adopted the measures enabling the Office to begin its work,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of: J.L. Cruz Vilaça, President, H. Kirschner and V. Tiili, Judges,

Registrar: H. Jung,

makes the following

Order

Costs

41 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party' s pleadings. Since the applicant has been
unsuccessful, she must be ordered to bear her own costs, together with those of the Council and the
Commission.

42 The Kingdom of Spain, which intervened in support of the Council and the Commission, must be
ordered to bear its own costs in accordance with Article 87(4) of the Rules of Procedure.

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby orders:

1. The application is dismissed as inadmissible.

2. The applicant shall bear her own costs, together with those of the Council and the Commission. The
intervener shall bear its own costs.

Luxembourg, 19 June 1995.

Legal background

1 Article 2 of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1) establishes an Office for Harmonization in the Internal Market (trade marks and
designs) ("the Office").

2 The use of languages in applications for trade marks and in opposition, revocation or invalidity
proceedings is governed by Article 115 of Regulation No 40/94. Article 115(1) specifies that an
application for a Community trade mark may be filed with the Office in any one of the official languages
of the European Community. Article 115(2) states that the languages of the Office are, exclusively,
English, French, German, Italian and Spanish. Paragraphs (3) to (7) provide, inter alia, that the applicant
must indicate, in his application, a "second language", which must be a language of the Office; that if the
application was filed in a language other than the languages of the Office, the Office may use that second
language in its written communications to the applicant;
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and, finally, that the applicant is deemed to accept the second language as language of the proceedings for
any opposition, revocation or invalidity proceedings.

Facts and procedure

3 The applicant, a Dutch-speaker, is by profession a lawyer and trade mark agent. She has financial
interests in a patent bureau in the Netherlands.

4 By application lodged at the Registry of the Court of First Instance on 15 March 1994, the applicant
brought the present action against Article 115(2) of Regulation No 40/94.

5 By documents lodged at the Court Registry on 8 April 1994 and 19 May 1994 respectively, the
Commission and the Council raised an objection of inadmissibility. The applicant lodged her observations
on that objection at the Registry on 24 June 1994.

6 By order of 14 September 1994, the Kingdom of Spain was granted leave to intervene in support of the
form of order sought by the Council and the Commission. The Kingdom of Spain lodged its statement in
intervention at the Registry on 25 October 1994. The applicant lodged her observations on that statement
at the Registry on 12 December 1994.

Forms of order sought

7 In her application, the applicant claims that the Court should:

° cause the Council to revise its decision to exclude Dutch from the languages of the Office;

° not adopt, or not cause to be adopted, the measures enabling the Office to begin its work until the
Council has revised its decision to exclude Dutch from the languages of the Office.

8 The Commission contends that the Court should:

° rule on the admissibility of the application without examining the substance of the case;

° declare the action inadmissible in its entirety or, in the alternative, in so far as it is directed against the
Commission;

° order the applicant to bear the costs.

9 The Council contends that the Court should:

° declare the application inadmissible;

° order the applicant to bear the costs.

10 In her observations on the objection of inadmissibility, the applicant claims that the Court should:

° annul Article 115 of Regulation No 40/94;

° declare illegal the implementing measures of the Council and the Commission arising out of the
establishment of the Office;

° order the defendants to bear the costs.

11 The Kingdom of Spain contends that the Court should:

° declare the application inadmissible;

° order the applicant to bear the costs.

12 In her observations on the statement in intervention, the applicant claims that the Court should:

° declare the application admissible;
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° order the intervener to pay the costs of the intervention.

Law

Admissibility

Arguments of the parties

13 In their objections of inadmissibility, the Commission and the Council maintain, principally, that the
Court of First Instance has no jurisdiction to grant the forms of order sought by the applicant, as
formulated in the application. By claiming that the Court should "cause the Council to revise its decision"
and "not adopt, or not cause to be adopted, the measures enabling the Office to begin its work until the
Council has revised its decision", the applicant is asking the Court to direct the Council to modify its
legislation, whereas the Community judicature may only review the legality of measures already in force,
without ruling on future legislative measures.

14 The Commission and the Council stress, however, in the alternative, that the application would still be
inadmissible even if the Court were to reclassify the application by interpreting the form of order sought
by the applicant as a claim for the annulment of a measure under Article 173 of the EC Treaty.

15 The Commission points out that such a claim for annulment would concern only Council Regulation
No 40/94 and thus would in no way relate to any act of the Commission.

16 The Council maintains that the criteria for admissibility set out in the fourth paragraph of Article 173
of the EC Treaty are not met, since the contested measure is legislative by nature and is of neither direct
nor individual concern to the applicant. It refers more particularly to the second recital in the preamble to
Regulation No 40/94, stating that the purpose of the regulation is "the creation of Community
arrangements for trade marks whereby undertakings can by means of one procedural system obtain
Community trade marks to which uniform protection is given and which produce their effects throughout
the entire area of the Community". It concludes from that recital that the regulation applies to traders
generally and therefore cannot be made the subject of annulment proceedings based on the fourth
paragraph of Article 173 of the EC Treaty (Joined Cases 16 and 17/62 Producteurs de Fruits v Council
[1962] ECR 471, at p. 478-479; Joined Cases C-15/91 and C-108/91 Buckl v Commission [1992] ECR
I-6099, paragraph 24; and Case T-463/93 Guna v Council [1993] ECR II-1205, paragraph 17).

17 In addition, the Council stresses that the applicant is a "trade mark agent" ("merkgemachtigde" in
Dutch) who represents undertakings seeking to acquire a Community trade mark and is thus not an
applicant for Community trade marks on her own account. Article 115 of Regulation No 40/94, however,
applies only to applicants for a Community trade mark. That provision therefore concerns the applicant
only in an indirect manner.

18 Finally, the Council argues that the contested provision is not of individual concern to the applicant,
since she is affected by the measure in the same way as any other trade mark agent and thus cannot in
any way rely on "certain qualities which are peculiar" to her or on "circumstances in which [she] is
differentiated from all other persons" (Case C-152/88 Sofrimport v Commission [1990] ECR I-2477).

19 In its statement in intervention, the Kingdom of Spain submits, first of all, that the Court has no
jurisdiction to "cause the Council to revise its decision". It further states that the claim that the Court
should "not adopt, or not cause to be adopted, the measures enabling the Office to begin its work until the
Council has revised its decision" must be interpreted as an application for interim measures under Article
185 of the EC Treaty. It considers that such an application is also inadmissible, because the applicant has
not provided any evidence either of a risk of damage
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or of such urgency as might justify suspending the operation of the contested measure.

20 In the alternative, if that claim were to be interpreted as a claim for annulment, the intervener adds that
it is still inadmissible because the applicant does not meet the conditions laid down in the fourth
paragraph of Article 173 of the EC Treaty.

21 In her observations on the objection of inadmissibility, the applicant stresses, first, that the purpose of
her action has always been the annulment of Article 115 of Regulation No 40/94. She therefore asks the
Court to interpret her application accordingly.

22 The applicant acknowledges that a claim for the annulment of the said article can be brought only
against the Council, but submits that the Commission is under an obligation to ensure the implementation
of the provision and that the Community judicature may review the legality of implementing measures.
She accordingly asks the Court to "declare illegal or invalid the implementing measures already taken and
remaining to be taken".

23 As regards the conditions set out in Article 173 of the EC Treaty, the applicant maintains that the
regulation is of direct and individual concern to her, even though it cannot be denied that it concerns
indeterminate categories of persons and applies to objectively defined situations.

24 In order to establish that she is directly concerned, the applicant refers, inter alia, to the non-pecuniary
interest which she derives from her reputation in the field of trade-mark law and to the commercial
interest which she has a result of her rights in a trade mark bureau in the Netherlands. Because of the
high costs arising out of the need either to provide translations or to work in a language other than her
own, the language regime set up by Article 115 of Regulation No 40/94 places her in fact and at present
at a competitive disadvantage compared with her competitors working in one of the languages of the
Office.

25 The applicant stresses that she is not acting as a representative of a professional group or of
undertakings wishing to obtain a Community trade mark, still less as a representative of the whole body of
trade mark agents, since the purpose of her application is specifically to bring to an end the discrimination
set up by Article 115 of Regulation No 40/94 within that group. She considers that her non-pecuniary and
commercial interests distinguish her from all other trade mark agents and that she is thus individually
affected by the contested measure.

26 In her observations on the statement in intervention of the Kingdom of Spain, the applicant states that
Article 115 of Regulation No 40/94 will cause and has already caused her to lose clients; this constitutes
"serious, immediate and irreparable harm", making it urgent that an interim measure such as the suspension
of the initial work of the Office should be adopted.

27 Finally, the applicant refers to Article 6 of the European Convention for the Protection of Human
Rights and Fundamental Freedoms, giving her the right to a fair examination of the merits of her case, an
outcome which cannot be achieved by any form of action other than that which she has brought.

Findings of the Court

28 Under Article 111 of the Rules of Procedure, where an action is manifestly inadmissible, the Court
may, by reasoned order, give a decision without taking further steps in the proceedings. In the present
case, the Court considers that it has sufficient information from the documents before it and that no further
steps need be taken in the proceedings.

29 Article 44(1) of the Rules of Procedure provides that the application must state, inter alia, the
subject-matter of the proceedings. It is clear from the case-law of the Court of Justice (see, for example,
Case 168/78 Commission v France [1980] ECR 347, paragraphs 17 to 23) that it is for the Court to
determine the subject-matter where it is interpreted differently by the defendant
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and by the applicant.

30 In the present case, the Court notes first that there is a discrepancy between the terms in which the
first form of order sought in the application is expressed and the general tenor of the application. The
applicant claims that the Court should "cause the Council to revise its decision to exclude Dutch from the
languages of the Office" but then goes on to put forward pleas in law and arguments seeking to establish
the unlawfulness of that exclusion. Thus, even though the wording of the forms of order sought in the
application seems to call on the Court to make an order against the Council, those forms of order must
nevertheless be considered, in the light of the content of the applicant' s arguments in support, as seeking
in fact the annulment of Article 115 of Regulation No 40/94.

31 That interpretation of the application is borne out by the fact that the applicant stresses at the end of
her application that she is "individually and directly affected" by the Council' s measure, thus referring,
implicitly but clearly, to the fourth paragraph of Article 173 of the EC Treaty.

32 It follows that the first form of order sought in the application concerns, in substance, the annulment of
Article 115 of Regulation No 40/94 in so far as that article excludes Dutch as a language of the Office.

33 To that extent, the application is directed against a measure emanating from the Council alone. In so
far as it is directed against the Commission, the application is therefore devoid of any purpose and must
thus, to that extent, be declared inadmissible.

34 Furthermore, even on the assumption that an applicant might, when submitting observations on an
objection of inadmissibility, extend the subject-matter of the proceedings to include measures implementing
the contested measure, it is important to note in the present case that the applicant has not identified the
"implementing measures already taken" with which her action is concerned; nor is it for the Court to
review hypothetical measures, such as "implementing measures remaining to be taken".

35 In so far as the action for annulment is directed against the Council, it must be borne in mind that, by
virtue of the fourth paragraph of Article 173 of the EC Treaty, the admissibility of annulment proceedings
brought by a natural or legal person against a regulation is subject to the condition that the regulation
challenged must be, in reality, a decision of direct and individual concern to the applicant, and that the
criterion distinguishing a regulation from a decision must be sought in the general application, or
otherwise, of the measure in question (see, for example, Case C-168/93 Government of Gibraltar and
Gibraltar Development Corporation v Council [1993] ECR I-4009; Case T-116/94 Cassa Nazionale di
Previdenza et Assistenza a favore degli Avvocati ed Procuratori v Council [1995] ECR II-0000; and Case
T-472/93 Campo Ebro Industrial and Others v Council [1995] ECR II-0000). A measure is of general
application if it applies to objectively determined situations and produces its legal effects with respect to
categories of persons envisaged in the abstract (see, for example, Case C-244/88 Usines Coopératives de
Déshydratation du Vexin and Others v Commission [1989] ECR 3811 and Case C-229/88 Cargill and
Others v Commission [1990] ECR I-1303).

36 In the present case, Regulation No 40/94 is clearly intended to establish a single procedural system
whereby undertakings can obtain a Community trade mark. As part of that single system, the language
regime set up by Article 115 produces legal effects with respect to a category of persons envisaged in the
abstract, namely persons seeking to obtain a Community trade mark on their own behalf or on behalf of
their principals. The applicant is therefore affected by the contested measure solely in her objective
capacity as a trade mark agent, in the same way as any other trade mark
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agent who is, or might be in the future, in the same situation with regard to the language used until now
in his or her professional activity (see, for example, in comparable situations, Case 231/82 Spijker v
Commission [1983] ECR 2559, paragraph 9; Case T-469/93 GUNA v Council [1993] ECR II-1205,
paragraph 17; and Case T-117/94 Associazione Agricoltori della Provincia di Rovigo v Commission [1995]
ECR II-0000).

37 The application for the annulment of Regulation No 40/94 is therefore inadmissible.

38 The applicant' s second head of claim, in which she requests the Court not to adopt or not to cause to
be adopted the measures enabling the Office to begin its work, must be interpreted as seeking either a
direction to be issued by the Court to the Council or, pursuant to Article 185 of the EC Treaty,
suspension of the operation of Article 115 of Regulation No 40/94. In that regard, it must be borne in
mind that it is not for the Community judicature to issue directions to institutions (see, for example, Case
T-56/92 Koelman v Commission [1993] ECR II-1267, paragraph 18) and that Article 104(3) of the Rules
of Procedure requires that an application for suspension of operation of a measure be made by a separate
document, which is not the case here. That part of the application must therefore be dismissed as
inadmissible.

39 Nor, furthermore, may the applicant rely in the present case on Article 6 of the European Convention
for the Protection of Human Rights and Fundamental Freedoms, which is recognized by the Community
judicature in the Community legal order (see Case 222/84 Johnston v Chief Constable of the Royal Ulster
Constabulary [1986] ECR 1651, paragraph 18, and Case T-535/93 F v Council [1995] ECR II-0000) but
which does not require to be applied in a situation such as that in the present case. That article, which
guarantees a fair trial for all persons, cannot preclude certain criteria regarding admissibility from being set
for the institution of proceedings (see, in that regard, Case 257/85 Dufay v Parliament [1987] ECR 1561,
paragraph 10).

40 It follows from all the foregoing that the application is manifestly inadmissible in its entirety.
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Judgment of the Court (Grand Chamber)
of 16 November 2004

Anheuser-Busch Inc. v Budjovicku Budvar, narodní podnik. Reference for a preliminary ruling:
Korkein oikeus - Finland. Agreement establishing the World Trade Organisation - Articles 2(1),

16(1) and 70 of the TRIPs Agreement - Trade marks - Scope of the proprietor's exclusive right to
the trade mark - Alleged use of the sign as a trade name. Case C-245/02.

In Case C-245/02,

REFERENCE for a preliminary ruling under Article 234 EC from the Korkein oikeus (Finland), made by
decision of

3 July 2002

, received at the Court on

5 July 2002

, in the proceedings

Anheuser-Busch Inc.

v

Budjovicku Budvar, narodní podnik ,

THE COURT (Grand Chamber),

composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans (Rapporteur), A. Rosas and R. Silva de
Lapuerta (Presidents of Chambers), C. Gulmann, R. Schintgen, N. Colneric, S. von Bahr, J.N. Cunha
Rodrigues and K. Schiemann, Judges,

Advocate General: A. Tizzano,

Registrar: M. Mugica Arzamendi, Principal Administrator,

having regard to the written procedure and further to the hearing on

27 April 2004,

after considering the observations submitted on behalf of:

- Anheuser-Busch Inc., by R. Hilli, asianajaja, and D. Ohlgart and B. Goebel, Rechtsanwälte,

- Budjovicku Budvar, narodní podnik, by P. Backström and P. Eskola, asianajajat,

- the Finnish Government, by T. Pynnä, acting as Agent,

- the Commission of the European Communities, by E. Paasivirta and R. Raith, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on

29 June 2004,

gives the following

Judgment

Costs

101. The costs incurred by the Finnish Government and by the Commission in submitting observations to
the Court are not recoverable. Since these proceedings are, for the parties to the main proceedings, a step
in the action pending before the national court, the decision on costs is a matter for that court.
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On those grounds, the Court (Grand Chamber) rules as follows:

1. The Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs Agreement), as set out
in Annex 1 C to the Agreement establishing the World Trade Organisation, approved on behalf of the
European Community, as regards matters within its competence, by Council Decision 94/800/EC of 22
December 1994, applies in the event of a conflict between a trade mark and a sign alleged to infringe that
trade mark where that conflict arose before the date of application of the TRIPs Agreement but continued
beyond that date.

2. A trade name may constitute a sign within the meaning of the first sentence of Article 16(1) of the
Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs Agreement). That provision is
intended to confer on the proprietor of a trade mark the exclusive right to prevent a third party from using
such a sign if the use in question prejudices or is liable to prejudice the functions of the trade mark, in
particular its essential function of guaranteeing to consumers the origin of the goods.

The exceptions provided for in Article 17 of the Agreement on Trade-Related Aspects of Intellectual
Property Rights (TRIPs Agreement) are intended, inter alia, to enable a third party to use a sign which is
identical or similar to a trade mark to indicate his trade name, provided that such use is in accordance
with honest practices in industrial or commercial matters.

3. A trade name which is not registered or established by use in the Member State in which the trade
mark is registered and in which protection against the trade name in question is sought may be regarded
as an existing prior right within the meaning of the third sentence of Article 16(1) of the Agreement on
Trade-Related Aspects of Intellectual Property Rights (TRIPs Agreement) if the proprietor of the trade
name has a right falling within the substantive and temporal scope of that agreement which arose prior to
the trade mark with which it is alleged to conflict and which entitles him to use a sign identical or similar
to that trade mark.

1. The question referred for a preliminary ruling concerns the interpretation of Articles 2(1), 16(1) and 70
of the Agreement on Trade-Related Aspects of Intellectual Property Rights (the TRIPs Agreement'), as set
out in Annex 1 C to the Agreement establishing the World Trade Organisation (the WTO Agreement'),
approved on behalf of the Community, as regards matters within its competence, by Council Decision
94/800/EC of 22 December 1994 (OJ 1994 L 336, p. 1, at p. 214).

2. The reference has been made in the proceedings between the breweries Anheuser-Busch, Inc.
(Anheuser-Busch'), established in Saint Louis, Missouri (United States), and Budjovicku Budvar, narodní
podnik (Budvar'), established in eske Budjovice (Czech Republic), concerning the labelling used by Budvar
to market its beer in Finland, which, according to Anheuser-Busch, infringes the trade marks Budweiser,
Bud, Bud Light and Budweiser King of Beers owned by it in that Member State.

Legal background

International law

3. Article 8 of the Paris Convention for the Protection of Industrial Property of 20 March 1883, as last
revised at Stockholm on 14 July 1967, (United Nations Treaty Series , Vol. 828, No 11847, p. 108, the
Paris Convention') provides:

A trade name shall be protected in all the countries of the Union without the obligation of filing or
registration, whether or not it forms part of a trade mark.'

4. The WTO Agreement, and the TRIPs Agreement which forms an integral part of it, entered into force
on 1 January 1995. However, according to Article 65(1) of the TRIPs Agreement, the members were not
obliged to apply the provisions of that agreement before the expiry of a general period
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of one year, that is to say, before 1 January 1996 (the date of application').

5. Article 1 of the TRIPs Agreement, which is entitled Nature and Scope of Obligations', provides in
paragraph 2:

For the purposes of this agreement, the term intellectual property refers to all categories of intellectual
property that are the subject of Sections 1 through 7 of Part II.'

6. Article 2 of the TRIPs Agreement, which is headed Intellectual Property Conventions', provides:

1. In respect of Parts II, III and IV of this agreement, Members shall comply with Articles 1 through 12,
and Article 19, of the Paris Convention (1967).

2. Nothing in Parts I to IV of this agreement shall derogate from existing obligations that Members may
have to each other under the Paris Convention, the Berne Convention, the Rome Convention and the
Treaty on Intellectual Property in Respect of Integrated Circuits.'

7. Article 15 of the TRIPs Agreement, which is headed Protectable Subject-matter' and is to be found in
Section 2 of Part II of that agreement, which deals with standards concerning the availability, scope and
use of intellectual property rights, provides in paragraph 1:

Any sign, or any combination of signs, capable of distinguishing the goods or services of one undertaking
from those of other undertakings, shall be capable of constituting a trade mark. Such signs, in particular
words including personal names, letters, numerals, figurative elements and combinations of colours as well
as any combination of such signs, shall be eligible for registration as trade marks. ...'

8. Article 16 of the TRIPs Agreement, which is headed Rights Conferred', provides in paragraph 1:

The owner of a registered trade mark shall have the exclusive right to prevent all third parties not having
the owner's consent from using in the course of trade identical or similar signs for goods or services
which are identical or similar to those in respect of which the trade mark is registered where such use
would result in a likelihood of confusion. In case of the use of an identical sign for identical goods or
services, a likelihood of confusion shall be presumed. The rights described above shall not prejudice any
existing prior rights, nor shall they affect the possibility of Members making rights available on the basis
of use.'

9. Under Article 17 of the TRIPs Agreement, which is headed Exceptions':

Members may provide limited exceptions to the rights conferred by a trade mark, such as fair use of
descriptive terms, provided that such exceptions take account of the legitimate interests of the owner of the
trade mark and of third parties.'

10. Article 70 of the TRIPs Agreement, which is headed Protection of Existing Subject-matter', provides:

1. This agreement does not give rise to obligations in respect of acts which occurred before the date of
application of the Agreement for the Member in question.

2. Except as otherwise provided for in this agreement, this agreement gives rise to obligations in respect
of all subject-matter existing at the date of application of this agreement for the Member in question, and
which is protected in that Member on the said date, or which meets or comes subsequently to meet the
criteria for protection under the terms of this agreement....

...

4. In respect of any acts in respect of specific objects embodying protected subject-matter which
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become infringing under the terms of legislation in conformity with this agreement, and which were
commenced, or in respect of which a significant investment was made, before the date of acceptance of
the WTO Agreement by that Member, any Member may provide for a limitation of the remedies available
to the right-holder as to the continued performance of such acts after the date of application of this
agreement for that Member. In such cases the Member shall, however, at least provide for the payment of
equitable remuneration.

...'

Community law

11. According to the first recital in the preamble thereto, the purpose of First Council Directive
89/104/EEC of 21 December 1988 to approximate the laws of the Member States relating to trade marks
(OJ 1989 L 40, p. 1) is to approximate the laws of Member States in order to remove the existing
disparities which may impede the free movement of goods and the freedom to provide services and may
distort competition within the common market.

12. However, as is apparent from the third recital, Directive 89/104 is not intended to achieve full-scale
approximation of the trade-mark laws of the Member States.

13. Article 5 of Directive 89/104, which is principally intended to define the scope of protection conferred
by the right to a trade mark, provides in paragraphs 1, 2, 3 and 5:

(1) The registered trade mark shall confer on the proprietor exclusive rights therein. The proprietor shall be
entitled to prevent all third parties not having his consent from using in the course of trade:

(a) any sign which is identical with the trade mark in relation to goods or services which are identical with
those for which the trade mark is registered;

(b) any sign where, because of its identity with, or similarity to, the trade mark and the identity or
similarity of the goods or services covered by the trade mark and the sign, there exists a likelihood of
confusion on the part of the public, which includes the likelihood of association between the sign and
the trade mark.

(2) Any Member State may also provide that the proprietor shall be entitled to prevent all third parties not
having his consent from using in the course of trade any sign which is identical with, or similar to, the
trade mark in relation to goods or services which are not similar to those for which the trade mark is
registered, where the latter has a reputation in the Member State and where use of that sign without
due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute of the
trade mark.

(3) The following, inter alia, may be prohibited under paragraphs l and 2:

(a) affixing the sign to the goods or to the packaging thereof;

...

(5) Paragraphs 1 to 4 shall not affect provisions in any Member State relating to the protection against the
use of a sign other than for the purposes of distinguishing goods or services, where use of that sign
without due cause takes unfair advantage of, or is detrimental to, the distinctive character or the repute
of the trade mark.'

14. Article 6 of Directive 89/104, which is headed Limitation of the effects of a trade mark', provides in
paragraph 1:

1. The trade mark shall not entitle the proprietor to prohibit a third party from using, in the course of
trade,
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(a) his own name or address;

...

provided he uses them in accordance with honest practices in industrial or commercial matters.'

National law

Trade-mark law

15. Under the first subparagraph of Paragraph 3 of the Tavaramerkkilaki (Law on trade marks) (7/1964) of
10 January 1964 (the Tavaramerkkilaki'):

Any person may use, in the course of his trade, his name, address or trade name as a trade symbol for his
products unless use of that symbol might give rise to confusion with the protected trade mark of a third
party or with a name, address or trade name lawfully used by a third party in his trading activities.'

16. The first subparagraph of Paragraph 4 of the Tavaramerkkilaki provides:

The right to use a sign for a product under Paragraphs 1 to 3 of this law means that no one other than its
proprietor may use commercially as a sign for his products a sign liable to be confused therewith, on the
product or its packaging, in advertising or business documents or otherwise, including also use by word of
mouth....'

17. The first subparagraph of Paragraph 6 of the Tavaramerkkilaki provides:

Signs are deemed to be liable to be confused with each other under this law only if they refer to identical
or similar types of products.'

18. Under Paragraph 7 of the Tavaramerkkilaki, where more than one person claims to have an exclusive
right to use on his products signs which are liable to be confused, priority is to be given to that person
who is able to rely on an earlier legal basis, provided that the right claimed has not expired as a result of,
for example, a lack of use by the proprietor.

19. Under point 6 of the first subparagraph of Paragraph 14 of the Tavaramerkkilaki, marks liable to be
confused with the protected trade name, secondary sign or trade mark of another economic operator may
not be registered.

20. The national court points out that the Finnish legislature took the view that the Tavaramerkkilaki is
consistent with the TRIPs Agreement and that there was therefore no need to amend it to bring into line
with that agreement. Similarly, the Finnish legislature considered the provisions of the Tavaramerkkilaki on
the likelihood of confusion between marks designating identical or similar goods to be compatible with
Directive 89/104, so that they could remain unchanged.

The right to trade names

21. Under Paragraph 2(1) of the Toiminimilaki (Law on trade names) (128/1979) of 2 February 1979 (the
Toiminimilaki'), the exclusive right to use a trade name is acquired either by registering that name or by
establishing it through use.

22. Paragraph 2(3) of the Toiminimilaki provides:

A trade name is regarded as having been established by use where it is generally well known by the
public targeted by the activity of the economic operator.'

23. The national court points out that, in its decisions, it has interpreted Article 8 of the Paris Convention
as protecting, in addition to trade names registered in Finland or established by use there, foreign trade
names which have been registered in another contracting State to that convention
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and the ancillary signs contained in that trade name. However, according to that case-law, protection of
such foreign trade names is subject to the condition that the effective' element of that trade name be, at
least to some extent, well known in the relevant Finnish trade circles.

The main action and the questions referred for a preliminary ruling

24. Anheuser-Busch is the proprietor in Finland of the trade marks Budweiser, Bud, Bud Light and
Budweiser King of Beers, which designate beer and were registered between 5 June 1985 and 5 August
1992. The first application for registration of those marks, that for Budweiser, was filed on 24 October
1980.

25. Budvar registered its trade name in the Czechoslovakian commercial register on 1 February 1967. It
was registered in Czech (Budjovicku Budvar, narodní podnik'), English (Budweiser Budvar, National
Corporation') and French (Budweiser Budvar, Entreprise nationale'). Budvar was, moreover, the proprietor
in Finland of the trade marks Budvar and Budweiser Budvar, which designate beer and were registered on
21 May 1962 and 13 November 1972 respectively, but the Finnish courts declared that it had forfeited
those rights as a result of a failure to use the trade marks.

26. By an action brought before the Helsingin käräjäoikeus (Helsinki District Court) (Finland) on 11
October 1996, Anheuser-Busch sought to prohibit Budvar from continuing or recommencing the use in
Finland of the trade marks Budjovicku Budvar, Budweiser Budvar, Budweiser, Budweis, Budvar, Bud and
Budweiser Budbraü as signs for the marketing and sale of beer produced by Budvar. Moreover,
Anheuser-Busch sought an order that all labels contrary to that prohibition be removed and that Budvar
pay compensation for any infringement of its trade-mark rights.

27. Anheuser-Busch argued that the signs used by Budvar could be confused, within the meaning of the
Tavaramerkkilaki, with its trade marks since those signs and trade marks designate identical or similar
types of goods.

28. By the same action, Anheuser-Busch sought a further order prohibiting Budvar from using in Finland,
on pain of a fine pursuant to the Toiminimilaki, the trade names Budjovicku Budvar, narodní podnik',
Budweiser Budvar', Budweiser Budvar, national enterprise', Budweiser Budvar, Entreprise nationale' and
Budweiser Budvar, National Corporation', on the ground that those names were liable to be confused with
its trade marks.

29. In its defence, Budvar contended that the signs used in Finland to market its beer could not be
confused with Anheuser-Busch's trade marks. It also submitted that, with respect to the sign Budweiser
Budvar', the registration of its trade name in Czech, English and French conferred on it, pursuant to
Article 8 of the Paris Convention, a right in Finland earlier than that conferred by Anheuser-Busch's trade
marks and that that earlier right was therefore protected under that article.

30. By its judgment of 1 October 1998, the Helsingin käräjäoikeus held that the beer-bottle labels used by
Budvar in Finland and, in particular, the dominant sign appearing on that label, Budjovicku Budvar',
especially when taken as a whole, were so different from Anheuser-Busch's trade marks and labels that the
goods in question could not be confused.

31. It further held that the sign BREWED AND BOTTLED BY THE BREWERY BUDWEISER
BUDVAR national enterprise', appearing on the labels below the abovementioned dominant sign and in
considerably smaller letters, was not used as a mark but merely indicated the trade name of the brewery. It
found that Budvar was entitled to used that sign since it was the registered English version of its trade
name, had been registered as such and, according to the statements made by witnesses, was, at least to a
certain extent, well known in the relevant trade circles when Anheuser-Busch's trade marks were
registered, with the result that it was likewise protected in Finland under Article
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8 of the Paris Convention.

32. On appeal, the Helsingin hovioikeus (Helsinki Court of Appeal) (Finland), by judgment of 27 June
2000, ruled that the abovementioned witness statements did not suffice to prove that the English version of
Budvar's trade name was, at least to some extent, well known in the relevant trade circles in Finland
before registration of Anheuser-Busch's trade marks. Accordingly, it set aside the judgment given by the
Helsingin käräjäoikeus in so far as that court held that the English version of Budvar's trade name enjoyed
protection in Finland under Article 8 of the Paris Convention.

33. Both Anheuser-Busch and Budvar then appealed to the Korkein oikeus (Supreme Court) against the
judgment given by the Helsingin hovioikeus, relying, essentially, on the arguments which they had already
put forward at first instance and on appeal.

34. In its order for reference, the Korkein oikeus observes that it follows from paragraph 35 of the
judgment in Joined Cases C300/98 and C392/98 Dior and Others [2000] ECR I11307 that the Court has
jurisdiction to interpret a provision of the TRIPs Agreement if it may be applied both to situations falling
within the scope of national law and to situations falling within the scope of Community law, as is the
case in the field of trade marks.

35. The national court adds that, in paragraphs 47 to 49 of the judgment in Dior , the Court held that, in
the areas to which the TRIPs Agreement applies, a situation falls within the scope of Community law
where the Community has already adopted legislation in the relevant field but this is not so in the case of
a field in which the Community has not yet legislated and which, consequently, falls within the
competence of the Member States.

36. According to the Korkein oikeus, the provisions of the TRIPs Agreement on trade marks relate to a
field in which the Community has already adopted legislation and which therefore falls within the scope of
Community law. By contrast, the Community has not, as yet, adopted legislation relating to trade names.

37. As regards the temporal applicability of the TRIPs Agreement to the main case, the national court
observes that it follows from paragraphs 49 and 50 of the judgment in Case C89/99 Schieving-Nijstad and
Others [2001] ECR I5851 that, in accordance with Article 70(1), the TRIPs Agreement is applicable in so
far as the infringement of intellectual property rights continues beyond the date on which TRIPs became
applicable with regard to the Community and the Member States.

38. The national court also observes that Article 70(2) of the TRIPs Agreement provides that, save where
otherwise provided, that agreement gives rise to obligations in respect of all subject-matter existing at the
date of application of the TRIPs Agreement to the Member in question, which is protected in that Member
on that date or which meets or comes subsequently to meet the criteria for protection laid down in that
agreement.

39. Accordingly, the Korkein oikeus decided to stay the proceedings and to refer the following questions
to the Court for a preliminary ruling:

1. If the conflict between a trade mark and a sign alleged to infringe it is situated at a point in time
before the entry into force of the TRIPs Agreement, do the provisions of the TRIPs Agreement apply to
the question of which right has the earlier legal basis, when the alleged infringement of the trade mark is
said to continue after the date on which the TRIPs Agreement became applicable in the Community and
the Member States?

2. If the answer to Question 1 is affirmative:

(a) Can the trade name of an undertaking also act as a sign for goods or services within the meaning of
the first sentence of Article 16(1) of the TRIPs Agreement?

© An extract from a JUSTIS database



62002J0245 European Court reports 2004 Page I-10989 8

(b) If the answer to Question 2(a) is affirmative, on what conditions may a trade name be regarded as a
sign for goods or services within the meaning of the first sentence of Article 16(1) of the TRIPs
Agreement?

3. If the answer to Question 2(a) is affirmative:

(a) How is the reference in the third sentence of Article 16(1) of the TRIPs Agreement to existing prior
rights to be interpreted? May the right to a trade name also be regarded as an existing prior right
within the meaning of the third sentence of Article 16(1) of the TRIPs Agreement?

(b) If the answer to Question 3(a) is affirmative, how is the said reference in the third sentence of Article
16(1) of the TRIPs Agreement to existing prior rights to be interpreted in the case of a trade name
which is not registered or established by use in the State in which the trade mark is registered and in
which protection is sought for the trade mark against the trade name in question, having regard to the
obligation under Article 8 of the Paris Convention to afford protection to a trade name regardless of
whether it is registered and to the fact that the Permanent Appellate Body of the WTO has regarded the
reference in Article 2(1) of the TRIPs Agreement to Article 8 of the Paris Convention as meaning that
WTO members are obliged under the TRIPs Agreement to protect trade names in accordance with the
latter article? When assessing, in such a case, whether a trade name has a legal basis prior to a trade
mark for the purposes of the third sentence of Article 16(1) of the TRIPs Agreement, may it thus be
considered as decisive:

(i) whether the trade name was well known at least to some extent among the relevant trade circles in the
State in which the trade mark is registered and in which protection is sought for it, before the point in
time at which registration of the trade mark was applied for in the State in question; or

(ii) whether the trade name was used in commerce directed to the State in which the trade mark is
registered and in which protection is sought for it, before the point in time at which registration of the
trade mark was applied for in the State in question; or

(iii) what other factor may decide whether the trade name is to be regarded as an existing prior right within
the meaning of the third sentence of Article 16(1) of the TRIPs Agreement?'

The questions referred for a preliminary ruling

Admissibility of the reference for a preliminary ruling

40. According to Anheuser-Busch, the reference for a preliminary ruling is inadmissible in its entirety
since the main case does not fall within either the temporal or the substantive scope of the TRIPs
Agreement. Accordingly, the Court does not, in the present case, have jurisdiction to interpret the relevant
provisions of that agreement.

41. It is apparent from its case-law that the Court has jurisdiction to interpret a provision of the TRIPs
Agreement for the purpose of responding to the needs of the judicial authorities of the Member States
where they are called upon to apply their national rules with a view to ordering measures for the
protection of rights created by Community legislation which fall within the scope of that agreement (see,
to that effect, Dior , cited above, paragraphs 35 and 40 and the case-law cited there).

42. Since the Community is a party to the TRIPs Agreement, it is indeed under an obligation to interpret
its trade-mark legislation, as far as possible, in the light of the wording and purpose of that agreement
(see, with respect to a situation falling within the scope of both a provision of the TRIPs Agreement and
Directive 89/104, Case C49/02 Heidelberger Bauchemie [2004] ECR I0000, paragraph 20).
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43. The Court therefore has jurisdiction to interpret Article 16(1) of the TRIPs Agreement, which is the
subject of the second and third questions referred for a preliminary ruling.

44. Whether the TRIPs Agreement, and in particular Article 16 thereof, is relevant to the settlement of the
dispute in the main case depends on what interpretation is to be given to that article, which is precisely
the subject of the second and third questions referred for a preliminary ruling. It follows that the question
of the substantive applicability of the TRIPs Agreement is included in the last two questions referred and
will be dealt with in the answer to be given to those questions.

45. The question of temporal applicability is the subject of the first question referred.

46. Accordingly, the reference for a preliminary ruling must be declared admissible.

The first question

47. By its first question, the national court asks, essentially, whether the TRIPs Agreement applies in the
event of a conflict between a trade mark and a sign alleged to infringe that trade mark, where that conflict
arose before the date of application of the TRIPs Agreement but continued beyond that date.

48. The Court has already held, in paragraphs 49 and 50 of the judgment in Schieving-Nijstad , cited
above, that, even if the alleged infringement of a trade mark arose before the date of application of the
TRIPs Agreement to the Community and the Member States - that is to say, prior to 1 January 1996 - this
does not necessarily mean that such acts occurred' before that date within the meaning of Article 70(1) of
the TRIPs Agreement. The Court stated that, where the acts which the third party is alleged to have
committed continued up to the date on which a ruling was given - which, in the case giving rise to the
abovementioned judgment, occurred after the date of application of the TRIPs Agreement - the relevant
provision of that agreement is temporally relevant to the settlement of the dispute in the main case.

49. The effect of Article 70(1) of the TRIPs Agreement is merely to exclude the imposition of obligations
under that agreement in respect of acts which occurred' before its date of application but it does not
exclude such obligations in respect of situations which continue beyond that date. By contrast, Article
70(2) of the TRIPs Agreement states that the obligations arising from that agreement apply in respect of
all subject-matter existing... and which is protected' on the date of application of that Agreement to a
Member of the World Trade Organisation (the WTO'), so that, from that date, such a member is required
to fulfil all the obligations arising from that agreement in respect of that existing subject-matter (see also,
to that effect, the Report of the WTO Appellate Body, issued on 18 September 2000, Canada - Term of
Patent Protection (AB20007), WT/DS170/AB/R, paragraphs 69, 70 and 71).

50. Furthermore, Article 70(4) of the TRIPs Agreement applies to acts in respect of specific objects
embodying protected subject-matter which become infringing under the terms of legislation in conformity
with that agreement, and which were commenced, or in respect of which a significant investment was
made, before the date of acceptance of the WTO Agreement. In such a situation, Article 70(4) allows the
members to provide for limitations of the remedies available to the holder of the right against continued
performance of such acts after the date of application of the TRIPs Agreement to the WTO member
concerned.

51. In the present case, it is apparent from the decision to refer that the acts which Budvar is alleged to
have committed in Finland certainly commenced before the date of application of the TRIPs Agreement
but that they continued after that date. Moreover, it is undisputed that the proceedings alleging
infringement concern signs which were protected as trade marks in Finland on the date of application of
the TRIPs Agreement, that is to say, in respect of that Member
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State, 1 January 1996, and that those proceedings were brought on 11 October 1996, that is to say, after
that date.

52. It follows that, in accordance with Article 70(1) and (2), the TRIPs Agreement applies to that
situation.

53. Consequently, the answer to the first question must be that the TRIPs Agreement applies in the event
of a conflict between a trade mark and a sign alleged to infringe that trade mark where that conflict arose
before the date of application of the TRIPs Agreement but continued beyond that date.

The second and third questions

Preliminary observations

54. The Court has already held that, having regard to their nature and structure, the provisions of the
TRIPs Agreement do not have direct effect. Those provisions are not, in principle, among the rules in the
light of which the Court is to review the legality of measures of the Community institutions under the first
paragraph of Article 230 EC and are not such as to create rights upon which individuals may rely directly
before the courts by virtue of Community law (see, to that effect, Dior , paragraphs 42 to 45).

55. However, it follows from the Court's case-law that, when called upon to apply national rules with a
view to ordering measures for the protection of rights in a field to which the TRIPs Agreement applies
and in which the Community has already legislated, as is the case with the field of trade marks, the
national courts are required under Community law to do so, as far as possible, in the light of the wording
and purpose of the relevant provisions of the TRIPs Agreement (see, to that effect, inter alia, Dior ,
paragraphs 42 to 47).

56. Moreover, according to that case-law, the competent authorities called on to apply and interpret the
relevant national law must likewise do so, as far as possible, in the light of the wording and the purpose
of Directive 89/104 so as to achieve the result it has in view and thereby comply with the third paragraph
of Article 249 EC (see, inter alia, Case C218/01 Henkel [2004] ECR I0000, paragraph 60 and the case-law
cited there).

57. Consequently, in the present case, the relevant provisions of the national trade-mark law must be
applied and interpreted, as far as possible, in the light of the wording and purpose of the relevant
provisions of both Directive 89/104 and the TRIPs Agreement.

The second question

58. By its second question, the national court is asking, essentially, whether and, if so, under what
conditions a trade name may be regarded as a sign for the purposes of the first sentence of Article 16(1)
of the TRIPs Agreement with the result that, under that provision, the proprietor of a trade mark has an
exclusive right to prevent a third party from using that trade name without his consent.

59. First, with respect to Directive 89/104, it follows from the Court's case-law on the definition of use by
a third party, for which provision is made in Article 5(1) of that directive, that the exclusive right
conferred by a trade mark was intended to enable the trade mark proprietor to protect his specific interests
as proprietor, that is, to ensure that the trade mark can fulfil its functions and that, therefore, the exercise
of that right must be reserved to cases in which a third party's use of the sign affects or is liable to affect
the functions of the trade mark, in particular its essential function of guaranteeing to consumers the origin
of the goods (see Case C206/01 Arsenal Football Club [2002] ECR I10273, paragraphs 51 and 54).
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60. That is the case, in particular, where the use of that sign allegedly made by the third party is such as
to create the impression that there is a material link in trade between the third party's goods and the
undertaking from which those goods originate. It must be established whether the consumers targeted,
including those who are confronted with the goods after they have left the third party's point of sale, are
likely to interpret the sign, as it is used by the third party, as designating or tending to designate the
undertaking from which the third party's goods originate (see, to that effect, Arsenal Football Club , cited
above, paragraphs 56 and 57).

61. The national court must establish whether that is the case in the light of the specific circumstances of
the use of the sign allegedly made by the third party in the main case, namely, in the present case, the
labelling used by Budvar in Finland.

62. The national court must also confirm whether the use made in the present case is one in the course of
trade' and in relation to goods' within the meaning of Article 5(1) of Directive 89/104 (see, inter alia,
Arsenal Football Club , paragraphs 40 and 41).

63. Where those conditions are satisfied, it follows from the case-law of the Court that, in the event of
identity of the sign and the trade mark and of the goods or services, the protection conferred by Article
5(1)(a) of Directive 89/104 is absolute, whereas, in the situation provided for in Article 5(1)(b), the
proprietor, in order to enjoy protection, must also prove that there is a likelihood of confusion on the part
of the public because the signs and trade marks and the designated goods or services are identical or
similar (see, to that effect, Case C292/00 Davidoff [2003] ECR I389, paragraph 28, and Case C291/00 LTJ
Diffusion [2003] ECR I2799, paragraphs 48 and 49).

64. However, where the examinations to be carried out by the national court, referred to in paragraph 60
of this judgment, show that the sign in question in the main case is used for purposes other than to
distinguish the goods concerned - for example, as a trade or company name - reference must, pursuant to
Article 5(5) of Directive 89/104, be made to the legal order of the Member State concerned to determine
the extent and nature, if any, of the protection afforded to the trade-mark proprietor who claims to be
suffering damage as a result of use of that sign as a trade name or company name (see Case C23/01
Robelco [2002] ECR I10913, paragraphs 31 and 34).

65. Secondly, with respect to the TRIPs Agreement, it should be observed that the primary objective of
that agreement is to strengthen and harmonise the protection of intellectual property on a worldwide scale
(see Schieving-Nijstad , paragraph 36 and the case-law cited there).

66. According to the preamble, the purpose of the TRIPs Agreement is to reduce distortions and
impediments to international trade' by taking into account the need to promote effective and adequate
protection of intellectual property rights' while at the same time ensuring that measures and procedures to
enforce intellectual property rights do not themselves become barriers to legitimate trade'.

67. Article 16 of the TRIPs Agreement confers on the proprietor of a registered trade mark a minimum
standard of exclusive rights agreed at international level which all the members of the WTO must
guarantee in their domestic legislation. Those exclusive rights protect the proprietor against any
infringements of the registered trade mark that may be committed by non-authorised third parties (see also
the Report of the WTO Appellate Body, issued on 2 January 2002, United States - Section 211 of the
Omnibus Appropriations Act (AB20017) WT/DS/176/AB/R, paragraph 186).

68. Article 15 of the TRIPs Agreement provides, inter alia, that any sign, or any combination of signs,
capable of distinguishing the goods or services of one undertaking from those of other undertakings, is to
be capable of constituting a trade mark.

69. Thus, like Article 2 of Directive 89/104, Article 15 of the TRIPs Agreement lays down a guarantee of
origin which is the essential function of a trade mark (see, with respect to that directive,
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inter alia, Arsenal Football Club , paragraph 49).

70. It follows from those factors that the interpretation of the relevant provisions of the national
trade-mark law so far as possible in the light of the wording and purpose of the relevant provisions of
Community law, in the present case those of Directive 89/104, is not prejudiced by an interpretation in
keeping with the wording and purpose of the relevant provisions of the TRIPs Agreement (see paragraph
57 of this judgment).

71. The relevant provisions of national trade-mark law must therefore be applied and interpreted to the
effect that the exercise of the exclusive right conferred on the proprietor of the trade mark to prevent the
use of the sign of which that mark consists or of a sign similar to that mark must be reserved to cases in
which a third party's use of the sign prejudices or is liable to prejudice the functions of the trade mark, in
particular its essential function of guaranteeing to consumers the origin of the goods.

72. Such an interpretation is, moreover, supported by the general purpose of the TRIPs Agreement,
referred to in paragraph 66 of this judgment, which is to ensure that a balance is maintained between the
aim of reducing distortions and impediments to international trade and that of promoting effective and
adequate protection of intellectual property rights so as to ensure that the measures and procedures to
enforce intellectual property rights do not themselves become barriers to legitimate trade (see, to that
effect, Schieving-Nijstad , paragraph 38). That distinction also appears to be appropriate in the light of the
specific object of Article 16 of the TRIPs Agreement, referred to in paragraph 67 of this judgment, which
is to guarantee a minimum standard of exclusive rights agreed at international level.

73. Moreover, the conditions laid down in Article 16 of the TRIPs Agreement, in the authentic French,
English and Spanish versions, that the use must be made in the course of trade' (au cours d'opérations
commerciales', en el curso de operaciones comerciales') and for goods' (pour des produits', para bienes')
appear to correspond to those laid down in Article 5(1) of Directive 89/104, which require that the use be
made in the course of trade' (in the French and Spanish versions, dans la vie des affaires' and en el trafico
economico') and for goods' (in those other versions, pour des produits' and para productos').

74. It should be added that, should it become apparent from the examinations to be carried out by the
national court that, in the present case, the proprietor of the trade mark may assert his exclusive rights
under Article 16(1) of the TRIPs Agreement to prevent the use allegedly made by the third party, that
agreement contains a further provision which may be relevant in resolving the dispute in the main case.

75. It should be remembered that it is for the Court to provide the national court with all the elements of
interpretation of Community law which may be of assistance in adjudicating on the case pending before it,
whether or not that court specifically refers to them in its questions (see Case C456/02 Trojani [2004]
ECR I0000, paragraph 38 and the case-law cited there).

76. More specifically, in the present case, it is appropriate to examine the possible impact of Article 17 of
the TRIPs Agreement, which allows the members of the WTO to provide for limited exceptions to the
rights conferred by a trade mark, for example with respect to fair use of descriptive terms, provided that
such exceptions take account of the legitimate interests of the proprietor of the trade mark and of third
parties. Such an exception might cover use of the sign in good faith by a third party, particularly if that
sign is an indication of that party's name or address.

77. With respect to the Community, provision is made for such an exception in Article 6(1)(a) of
Directive 89/104, which, essentially, allows third parties to use signs to indicate their own name or
address, provided that they use them in accordance with honest practices in industrial or
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commercial matters.

78. Certainly, the Council of the European Union and the Commission of the European Communities
issued a joint declaration, which was recorded in the minutes of the Council when Directive 89/104 was
adopted, that that provision covers only natural persons' names.

79. However, the interpretation given in such a declaration cannot be used where no reference is made to
its content in the wording of the provision in question and that content therefore has no legal significance.
The Council and the Commission themselves explicitly recognised that limitation in the preamble to their
declaration, stating that since the following statements of the Council and the Commission are not part of
the legal text they are without prejudice to the interpretation of that text by the Court of Justice of the
European Communities' (see Heidelberger Bauchemie , cited above, paragraph 17 and the case-law cited
there).

80. No reference is made in the wording of Article 6(1)(a) of Directive 89/104 to the considerable
restriction of the meaning of name' resulting from the declaration mentioned in paragraph 78 of this
judgment. That declaration therefore has no legal significance.

81. A third party may, in principle, rely on the exception provided for in Article 6(1)(a) of Directive
89/104 in order to be entitled to use a sign which is identical or similar to a trade mark for the purpose
of indicating his trade name, even if that constitutes a use falling within the scope of Article 5(1) of that
directive which the trade mark proprietor may prohibit by virtue of the exclusive rights conferred on him
by that provision.

82. It is also necessary that the use be made in accordance with honest practices in industrial or
commercial matters, which is the only assessment criterion referred to in Article 6(1) of Directive 89/104.
The condition of honest practice' is, in essence, an expression of the duty to act fairly in relation to the
legitimate interests of the trade-mark proprietor (see Case C100/02 Gerolsteiner Brunnen [2004] ECR
I0000, paragraph 24 and the case-law cited there). It is therefore essentially the same condition as that laid
down by Article 17 of the TRIPs Agreement.

83. In assessing whether the condition of honest practice is satisfied, account must be taken first of the
extent to which the use of the third party's trade name is understood by the relevant public, or at least a
significant section of that public, as indicating a link between the third party's goods and the trade-mark
proprietor or a person authorised to use the trade mark, and secondly of the extent to which the third
party ought to have been aware of that. Another factor to be taken into account when making the
assessment is whether the trade mark concerned enjoys a certain reputation in the Member State in which
it is registered and its protection is sought, from which the third party might profit in selling his goods.

84. It is for the national court to carry out an overall assessment of all the relevant circumstances, which
include the labelling of the bottle in order to assess, more specifically, whether the producer of the drink
bearing the trade name can be regarded as unfairly competing with the proprietor of the trade mark (see,
to that effect, Gerolsteiner Brunnen , paragraphs 25 and 26).

85. Accordingly, the second question must be answered as follows:

- a trade name may constitute a sign within the meaning of the first sentence of Article 16(1) of the
TRIPs Agreement. That provision is intended to confer on the proprietor of a trade mark the exclusive
right to prevent a third party from using such a sign if the use in question prejudices or is liable to
prejudice the functions of the trade mark, in particular its essential function of guaranteeing to consumers
the origin of the goods;

- the exceptions provided for in Article 17 of the TRIPs Agreement are intended, inter alia, to enable a
third party to use a sign which is identical or similar to a trade mark to indicate
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his trade name, provided that such use is in accordance with honest practices in industrial or commercial
matters.

The third question

86. By its third question, the national court is asking, essentially, whether and, if so, under what
conditions a trade name which is not registered or established by use in the State in which the trade mark
is registered and in which protection against the trade name in question is sought may be regarded as an
existing prior right within the meaning of the third sentence of Article 16(1) of the TRIPs Agreement,
having regard in particular to that Member State's obligations to protect the trade name under Article 8 of
the Paris Convention and Article 2(1) of the TRIPs Agreement.

87. If it is apparent from the examinations to be carried out by the national court in accordance with the
principles set out in paragraph 60 of this judgment in response to the second question that the use made
of the trade name falls within the scope of the first sentence of Article 16(1) of the TRIPs Agreement, the
proprietor of the trade mark has an exclusive right to prevent such use, subject to the provisions of Article
17 of that agreement.

88. However, the third sentence of Article 16(1) of the TRIPs Agreement provides that that exclusive right
must not prejudice any existing prior right'.

89. That provision must be understood as meaning that, where the proprietor of a trade name has a right
falling within the scope of the TRIPs Agreement which arose prior to that conferred by the trade mark
with which it is alleged to conflict and which entitles him to use a sign identical or similar to that trade
mark, such use cannot be prohibited by virtue of the exclusive right conferred by the trade mark on its
proprietor under the first sentence of Article 16(1) of the TRIPs Agreement.

90. For that provision, thus understood, to be applicable, the third party must first of all be able to rely on
a right falling within the substantive scope of the TRIPs Agreement.

91. It should be observed that a trade name is a right falling within the scope of the term intellectual
property' within the meaning of Article 1(2) of the TRIPs Agreement. Moreover, it follows from Article
2(1) of the TRIPs Agreement that the protection of trade names, for which specific provision is made in
Article 8 of the Paris Convention, is expressly incorporated into that agreement. Therefore, by virtue of the
TRIPs Agreement, the members of the WTO are under an obligation to protect trade names (see also the
Report of the WTO Appellate Body, United States - Section 211 of the Omnibus Appropriations Act, cited
above, paragraphs 326 to 341).

92. Accordingly, in so far as it is existing subject-matter within the meaning of Article 70(2) of the TRIPs
Agreement, as was explained in paragraph 49 of this judgment, the trade name in question must be
protected under the TRIPs Agreement.

93. The trade name is therefore a right falling within the substantive scope of the TRIPs Agreement, so
that the first condition laid down by the third sentence of Article 16(1) of that agreement is satisfied.

94. It must, moreover, be an existing right. The term existing' means that the right concerned must fall
within the temporal scope of the TRIPs Agreement and still be protected at the time when it is relied on
by its proprietor in order to counter the claims of the proprietor of the trade mark with which it is alleged
to conflict.

95. In the present case, it must therefore be ascertained whether the trade name in question, which the
parties agree is neither registered nor established by use in the Member State in which the trade mark is
registered and in which the protection afforded by that mark against the trade name in question is sought,
satisfies the conditions set out in the preceding paragraph of this judgment.
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96. It follows from Article 8 of the Paris Convention, which, as was explained in paragraph 91 of this
judgment, must be complied with by virtue of the TRIPs Agreement, that the protection of trade names is
to be guaranteed and that such protection may not be made subject to any registration requirement.

97. As regards any conditions relating to minimum use or minimum awareness of the trade name to which
that name may, according to the national court, be subject under Finnish law, it should be observed that,
in principle, neither Article 16(1) of the TRIPs Agreement nor Article 8 of the Paris Convention precludes
such conditions.

98. Finally, priority' of the right in question for the purposes of the third sentence of Article 16(1) of the
TRIPs Agreement means that the basis for the right concerned must have arisen at a time prior to the
grant of the trade mark with which it is alleged to conflict. As the Advocate General pointed out in point
95 of his Opinion, that requirement is an expression of the principle of the primacy of the prior exclusive
right, which is one of the basic principles of trade-mark law and, more generally, of all industrial-property
law.

99. It should be added that the principle of priority is likewise enshrined in Directive 89/104 and, more
specifically, in Articles 4(2) and 6(2) thereof.

100. In light of the above, the answer to the third question must be that a trade name which is not
registered or established by use in the Member State in which the trade mark is registered and in which
protection against the trade name in question is sought may be regarded as an existing prior right within
the meaning of the third sentence of Article 16(1) of the TRIPs Agreement if the proprietor of the trade
name has a right falling within the substantive and temporal scope of the TRIPs Agreement which arose
prior to the trade mark with which it is alleged to conflict and which entitles him to use a sign identical
or similar to that trade mark.
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Judgment of the Court
of 16 June 1998

Hermès International (a partnership limited by shares) v FHT Marketing Choice BV.
Reference for a preliminary ruling: Arrondissementsrechtbank Amsterdam - Netherlands.

Agreement establishing the World Trade Organisation - TRIPS Agreement - Article 177 of the
Treaty - Jurisdiction of the Court of Justice - Article 50 of the TRIPS Agreement - Provisional

measures.
Case C-53/96.

1 Preliminary rulings - Jurisdiction of the Court - Interpretation of an international agreement concluded
by the Community and having a bearing on the application by national courts of Community provisions -
Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs)

(EC Treaty, Art. 177; TRIPs Agreement, Art. 50; Council Regulation No 40/94, Art. 99)

2 International agreements - Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs) -
`Provisional Measure' - Definition - National measure falling within the scope of that definition

(TRIPs Agreement, Art. 50)

3 The Court has jurisdiction, in the context of the procedure under Article 177 of the Treaty, to interpret
Article 50 of the Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs), as set out
in Annex 1 C to the Agreement establishing the World Trade Organisation (WTO), approved on behalf of
the Community, as regards matters within its competence, in Decision 94/800.

Article 50(1) of the TRIPs Agreement requires that judicial authorities of the contracting parties be
authorised to order `provisional measures' to protect the interests of proprietors of trade-mark rights
conferred under the laws of those parties and under Article 99 of Regulation No 40/94 on the Community
trade mark, in force when the WTO Agreement was signed, rights arising from a Community trade mark
may be safeguarded by the adoption of `provisional, including protective, measures'. Although it is true
that the measures envisaged by Article 99 and the relevant procedural rules are those provided for by the
domestic law of the Member State concerned for the purposes of the national trade mark, since the
Community is a party to the TRIPs Agreement and since that Agreement applies to the Community trade
mark, the courts referred to in Article 99 of Regulation No 40/94, when called upon to apply national
rules with a view to ordering provisional measures for the protection of rights arising under a Community
trade mark, are required to do so, as far as possible, in the light of the wording and purpose of Article 50
of the TRIPs Agreement.

4 A measure whose purpose is to put an end to alleged infringements of a trade-mark right and which is
adopted in the course of a procedure distinguished by the following features:

- the measure is characterised under national law as an `immediate provisional measure' and its adoption
must be required `on grounds of urgency',

- the opposing party is summoned and is heard if he appears before the Court,

- the decision adopting the measure is reasoned and given in writing following an assessment of the
substance of the case by the judge hearing the interim application,

- an appeal may be lodged against the decision, and

- although the parties remain free to initiate proceedings on the merits of the case, the decision is usually
accepted by the parties as a `final' resolution of their dispute,

is to be regarded as a `provisional measure' within the meaning of Article 50 of the Agreement on
Trade-Related Aspects of Intellectual Property Rights, as set out in Annex 1 C of the agreement
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establishing the World Trade Organisation, approved on behalf of the Community, as regards matters
within its competence, in Decision 94/800, since that article applies to `prompt and effective' measures
whose purpose is to `prevent an infringement of any intellectual property rights from occurring'.

Having regard to its characterisation under national law, the reason for its adoption and the fact that it is
not regarded as definitive in law, such a measure meets the definition in Article 50 of the TRIPs
Agreement and the other characteristics of that order cannot affect that conclusion.

In Case C-53/96,

REFERENCE to the Court under Article 177 of the EC Treaty by the Arrondissementsrechtbank te
Amsterdam for a preliminary ruling in the proceedings pending before that court between

Hermès International (a partnership limited by shares)

and

FHT Marketing Choice BV

"on the interpretation of Article 50(6) of the Agreement on Trade-Related Aspects of Intellectual
Property Rights, as set out in Annex 1 C to the Agreement establishing the World Trade Organisation,
approved on behalf of the Community, as regards matters within its competence, in Council Decision
94/800/EC of 22 December 1994 (OJ 1994 L 336, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann, H. Ragnemalm and M. Wathelet (Presidents
of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn, J.L. Murray, D.A.O. Edward
(Rapporteur), J.-P. Puissochet, G. Hirsch, P. Jann and L. Sevon, Judges,

Advocate General: G. Tesauro,

Registrar: L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:

- Hermès International, by L. van Bunnen, of the Brussels Bar,

- the Netherlands Government, by A. Bos, Legal Adviser at the Ministry of Foreign Affairs, acting as
Agent,

- the French Government, by C. de Salins, Deputy Director in the Department of Legal Affairs at the
Ministry of Foreign Affairs, and G. Mignot, Secretary for Foreign Affairs in the same department, acting
as Agents,

- the United Kingdom Government, by S. Ridley, of the Treasury Solicitor's Department, acting as Agent,

- the Commission of the European Communities, by P.J. Kuyper, Legal Adviser, and B.J. Drijber, of its
Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Hermès International, represented by L. van Bunnen, the Netherlands
Government, represented by M. Fierstra, Assistant Legal Adviser at the Ministry of Foreign Affairs, acting
as Agent, the French Government, represented by G. Mignot, the United Kingdom Government,
represented by J. Collins, Assistant Treasury Solicitor, acting as Agent, and R. Plender QC, the Council of
the European Union, represented by G. Houttuin, of its Legal Service, acting as Agent, and the
Commission, represented by P.J. Kuyper and B.J. Drijber, at the hearing on 27 May 1997,
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after hearing the Opinion of the Advocate General at the sitting on 13 November 1997,

gives the following

Judgment

Costs

46 The costs incurred by the Netherlands, French and United Kingdom Governments and by the
Commission, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the action pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Arrondissementsrechtbank te Amsterdam by order of 1
February 1996, hereby rules:

A measure whose purpose is to put an end to alleged infringements of a trade-mark right and which is
adopted in the course of a procedure distinguished by the following features:

- the measure is characterised under national law as an `immediate provisional measure' and its adoption
must be required `on grounds of urgency',

- the opposing party is summoned and is heard if he appears before the court,

- the decision adopting the measure is reasoned and given in writing following an assessment of the
substance of the case by the judge hearing the interim application,

- an appeal may lodged against the decision, and

- although the parties remain free to initiate proceedings on the merits of the case, the decision is usually
accepted by the parties as a `final' resolution of their dispute,

is to be regarded as a `provisional measure' within the meaning of Article 50 of the Agreement on
Trade-Related Aspects of Intellectual Property Rights, as set out in Annex 1 C to the Agreement
establishing the World Trade Organisation, approved on behalf of the Community, as regards matters
within its competence, in Council Decision 94/800/EC of 22 December 1994.

1 By order of 1 February 1996, received at the Court on 22 February 1996, the Arrondissementsrechtbank
(District Court) Amsterdam referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty a question on the interpretation of Article 50(6) of the Agreement on Trade-Related Aspects of
Intellectual Property Rights (hereinafter `the TRIPs Agreement'), as set out in Annex 1 C to the Agreement
establishing the World Trade Organisation (hereinafter `the WTO Agreement'), approved on behalf of the
Community, as regards matters within its competence, in Council Decision 94/800/EC of 22 December
1994 (OJ 1994 L 336, p. 1).

2 That question was raised in proceedings between Hermès International (hereinafter `Hermès'), a
partnership limited by shares governed by French law, and FHT Marketing Choice BV (hereinafter `FHT'),
a company incorporated under Netherlands law, concerning trade-mark rights owned by Hermès.

Legal background

3 Article 99(1) of Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark
(OJ 1994 L 11, p. 1) states, under the heading `Provisional and protective measures', as follows:

`Application may be made to the courts of a Member State, including Community trade mark courts,
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for such provisional, including protective, measures in respect of a Community trade mark or Community
trade mark application as may be available under the law of that State in respect of a national trade mark,
even if, under this Regulation, a Community trade mark court of another Member State has jurisdiction as
to the substance of the matter.'

4 Under Article 143(1) that regulation was to enter into force on the 60th day following the day of its
publication in the Official Journal of the European Communities. The regulation was published on 14
January 1994 and therefore entered into force on 15 March 1994.

5 Article 1 of Decision 94/800 provides as follows:

`The following multilateral agreements and acts are hereby approved on behalf of the European
Community with regard to that portion of them which falls within the competence of the European
Community:

- the Agreement establishing the World Trade Organisation, and also the Agreements in Annexes 1, 2 and
3 to that Agreement.

...'

6 Article 50 of the TRIPs Agreement provides:

`1. The judicial authorities shall have the authority to order prompt and effective provisional measures:

(a) to prevent an infringement of any intellectual property right from occurring, and in particular to prevent
the entry into the channels of commerce in their jurisdiction of goods, including imported goods
immediately after customs clearance;

(b) to preserve relevant evidence in regard to the alleged infringement.

2. The judicial authorities shall have the authority to adopt provisional measures inaudita altera parte
where appropriate, in particular where any delay is likely to cause irreparable harm to the right holder, or
where there is a demonstrable risk of evidence being destroyed.

3. The judicial authorities shall have the authority to require the applicant to provide any reasonably
available evidence in order to satisfy themselves with a sufficient degree of certainty that the applicant is
the right holder and that the applicant's right is being infringed or that such infringement is imminent, and
to order the applicant to provide a security or equivalent assurance sufficient to protect the defendant and
to prevent abuse.

4. Where provisional measures have been adopted inaudita altera parte, the parties affected shall be given
notice, without delay after the execution of the measures at the latest. A review, including a right to be
heard, shall take place upon request of the defendant with a view to deciding, within a reasonable period
after the notification of the measures, whether these measures shall be modified, revoked or confirmed.

...

6. Without prejudice to paragraph 4, provisional measures taken on the basis of paragraphs 1 and 2 shall,
upon request by the defendant, be revoked or otherwise cease to have effect, if proceedings leading to a
decision on the merits of the case are not initiated within a reasonable period, to be determined by the
judicial authority ordering the measures where a Member's law so permits or, in the absence of such a
determination, not to exceed 20 working days or 31 calendar days, whichever is the longer.

...'

7 The Final Act embodying the results of the Uruguay Round of multilateral trade negotiations
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(hereinafter `the Final Act') and, subject to conclusion, the WTO Agreement were signed in Marrakesh on
15 April 1994 by the representatives of the Community and of the Member States.

8 Article 289(1) of the Netherlands Code of Civil Procedure (hereinafter `the Code') provides as follows:

`In all cases in which, having regard to the interests of the parties, an immediate provisional measure is
necessary on grounds of urgency, the application may be made at a hearing which the President shall hold
for that purpose on working days which he shall fix.'

9 In such a case, Article 290(2) of the Code provides that the parties may appear before the President
under his `voluntary jurisdiction' to grant interim measures, in which case the applicant must be
represented at the hearing by counsel, whereas the defendant may appear in person or be represented by
counsel.

10 According to Article 292 of the Code, an interim measure adopted by the President does not prejudge
the examination of the merits of the main proceedings.

11 Lastly, under Article 295 of the Code, an appeal against the provisional order may be lodged before
the Gerechtshof (Court of Appeal) within two weeks of the delivery of that decision.

The facts in the main proceedings

12 By virtue of international registrations R 196 756 and R 199 735 designating the Benelux, Hermès is
proprietor of the name `Hermès' and the name and device `Hermès' as trade marks.

13 Hermès applies those trade marks to inter alia neckties which it markets through a selective distribution
system. In the Netherlands, `Hermès' neckties are sold by Galerie & Faïence BV and by the boutique Le
Duc in Scheveningen and Zeist respectively.

14 On 21 December 1995, Hermès, believing that FHT was marketing copies of its ties, seized, with leave
of the President of the Arrondissementsrechtbank te Amsterdam, 10 ties in the possession of FHT itself
and attached 453 ties held by PTT Post BV to the order of FHT.

15 On 2 January 1996, Hermès then applied to the President of the same court for an interim order
requiring FHT to cease infringement of its copyright and trade mark. Hermès also requested the adoption
of all measures necessary to bring the infringement definitively to an end.

16 In the order for reference, the President of the Arrondissementsrechtbank found that Hermès' claim that
the ties seized at its request were counterfeit was plausible and that FHT could not reasonably argue that
it had acted in good faith. He therefore granted Hermès' application and ordered FHT to cease any
present or future infringement of Hermès' exclusive copyright and trade-mark rights.

17 In the same proceedings Hermès also requested the President of the Arrondissementsrechtbank to fix a
period of three months from the date of service of the interim decision as the period within which FHT
could, under Article 50(6), request revocation of those provisional measures and a period of 14 days as the
period within which Hermès could initiate proceedings on the merits of the case, that period to run from
the date on which FHT requested revocation.

18 The President of the Arrondissementsrechtbank considers that this last request of Hermès' cannot be
granted, because Article 50(6) of the TRIPs Agreement does not place any time-limit on the defendant's
right to request revocation of provisional measures. He considers that the intention of that provision is, on
the contrary, to allow the defendant to request revocation of a provisional measure at any time prior to
delivery of judgment in the main proceedings. The period envisaged in that provision for initiation of
proceedings on the merits cannot therefore be determined by reference to a period within which the
defendant must request revocation of the provisional measures.
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19 Nevertheless, the President of the Arrondissementsrechtbank is uncertain whether a period should be
fixed within which Hermès must initiate proceedings on the merits. Such an obligation would be required
if the measure ordered in the interim proceedings in question constituted a `provisional measure' within the
meaning of Article 50 of the TRIPs Agreement.

20 The President of the Arrondissementsrechtbank observes that in interim proceedings under Netherlands
law the defendant is summoned to appear, the parties have the right to be heard, and the judge hearing the
application for interim measures makes an assessment of the substance of the case, which he also sets out
in a reasoned written decision, against which an appeal may be lodged. Moreover, although the parties
then have the right to initiate proceedings on the merits, in matters falling within the scope of the TRIPs
Agreement they normally abide by the interim decision.

21 In those circumstances, the national court decided to stay proceedings and to refer the following
question to the Court for a preliminary ruling:

`Does an interim measure, as, for example, provided for in Article 289 et seq. of the Code of Civil
Procedure, whereby an immediate, enforceable measure may be sought, fall within the scope of the
expression "provisional measures" within the meaning of Article 50 of the Agreement on Trade-Related
Aspects of Intellectual Property Rights?'

Jurisdiction of the Court of Justice

22 The Netherlands, French and United Kingdom Governments have submitted that the Court of Justice
has no jurisdiction to answer the question.

23 They refer in that regard to paragraph 104 of Opinion 1/94 of 15 November 1994 ([1994] ECR
I-5267), in which the Court held that the provisions of the TRIPs Agreement relating to `measures... to
secure the effective protection of intellectual property rights', such as Article 50, essentially fall within the
competence of the Member States and not that of the Community, on the ground that at the date when
that Opinion was delivered, the Community had not exercised its internal competence in this area apart
from in Council Regulation (EEC) No 3842/86 of 1 December 1986 laying down measures to prohibit the
release for free circulation of counterfeit goods (OJ 1986 L 357, p. 1). According to the Netherlands,
French and United Kingdom Governments, since the Community has still not adopted any further
harmonising measures in the area in question, Article 50 of the TRIPs Agreement does not fall within the
scope of application of Community law and the Court of Justice therefore has no jurisdiction to interpret
that provision.

24 It should be pointed out, however, that the WTO Agreement was concluded by the Community and
ratified by its Member States without any allocation between them of their respective obligations towards
the other contracting parties.

25 Equally, without there being any need to determine the extent of the obligations assumed by the
Community in concluding the agreement, it should be noted that when the Final Act and the WTO
Agreement were signed by the Community and its Member States on 15 April 1994, Regulation No 40/94
had been in force for one month.

26 Article 50(1) of the TRIPs Agreement requires that judicial authorities of the contracting parties be
authorised to order `provisional measures' to protect the interests of proprietors of trade-mark rights
conferred under the laws of those parties. To that end, Article 50 lays down various procedural rules
applicable to applications for the adoption of such measures.

27 Under Article 99 of Regulation No 40/94, rights arising from a Community trade mark may be
safeguarded by the adoption of `provisional, including protective, measures'.

28 It is true that the measures envisaged by Article 99 and the relevant procedural rules are those
provided for by the domestic law of the Member State concerned for the purposes of the national
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trade mark. However, since the Community is a party to the TRIPs Agreement and since that agreement
applies to the Community trade mark, the courts referred to in Article 99 of Regulation No 40/94, when
called upon to apply national rules with a view to ordering provisional measures for the protection of
rights arising under a Community trade mark, are required to do so, as far as possible, in the light of the
wording and purpose of Article 50 of the TRIPs Agreement (see, by analogy, Case C-286/90 Poulsen and
Diva Navigation [1992] ECR I-6019, paragraph 9, and Case C-61/94 Commission v Germany [1996] ECR
I-3989, paragraph 52).

29 It follows that the Court has, in any event, jurisdiction to interpret Article 50 of the TRIPs Agreement.

30 It is immaterial that the dispute in the main proceedings concerns trade marks whose international
registrations designate the Benelux.

31 First, it is solely for the national court hearing the dispute, which must assume responsibility for the
order to be made, to assess the need for a preliminary ruling so as to enable it to give its judgment.
Consequently, where the question referred to it concerns a provision which it has jurisdiction to interpret,
the Court of Justice is, in principle, bound to give a ruling (see, to that effect, Joined Cases C-297/88 and
C-197/89 Dzodzi [1990] ECR I-3763, paragraphs 34 and 35, and Case C-231/89 Gmurzynska-Bscher
[1990] ECR I-4003, paragraphs 19 and 20).

32 Second, where a provision can apply both to situations falling within the scope of national law and to
situations falling within the scope of Community law, it is clearly in the Community interest that, in order
to forestall future differences of interpretation, that provision should be interpreted uniformly, whatever the
circumstances in which it is to apply (see, to that effect, Case C-130/95 Giloy v Hauptzollamt Frankfurt
am Main-Ost [1997] ECR I-4291, paragraph 28, and Case C-28/95 Leur-Bloem v Inspecteur der
Belastingdienst/Ondernemingen [1997] ECR I-4161, paragraph 34). In the present case, as has been
pointed out in paragraph 28 above, Article 50 of the TRIPs Agreement applies to Community trade marks
as well as to national trade marks.

33 The Court therefore has jurisdiction to rule on the question submitted by the national court.

The question referred for a preliminary ruling

34 The national court asks whether a measure whose purpose is to put an end to alleged infringements of
a trade-mark right and which is adopted in the course of a procedure distinguished by the following
features:

- the measure is characterised under national law as an `immediate provisional measure' and its adoption
must be made `on grounds of urgency',

- the opposing party is summoned and is heard if he appears before the court,

- the decision adopting the measure is reasoned and given in writing following an assessment of the
substance of the case by the judge hearing the interim application,

- an appeal may be lodged against the decision, and

- although the parties remain free to initiate proceedings on the merits of the case, the decision is usually
accepted by the parties as a `final' resolution of their dispute,

is to be regarded as a `provisional measure' within the meaning of Article 50 of the TRIPs Agreement.

35 It should be stressed at the outset that, although the issue of the direct effect of Article 50 of the
TRIPs Agreement has been argued, the Court is not required to give a ruling on that question, but only to
answer the question of interpretation submitted to it by the national court so as to enable that court to
interpret Netherlands procedural rules in the light of that article.
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36 According to Article 50(1) of the TRIPs Agreement, that article applies to `prompt and effective'
measures, whose purpose is to `prevent an infringement of any intellectual property right from occurring'.

37 A measure such as the order made by the national court in the main proceedings meets that definition.
Its purpose is to put an end to an infringement of trade mark rights; it is expressly characterised in
national law as an `immediate provisional measure'; and it is adopted `on grounds of urgency'.

38 Furthermore, it is common ground that the parties have the right, whether or not they make use of it,
to initiate, following the adoption of the measure in question, proceedings on the merits of the case.
Thus, in law, the measure is not regarded as definitive.

39 The conclusion that a measure such as the order made by the national court is a `provisional measure'
within the meaning of Article 50 of the TRIPs Agreement is not affected by the other characteristics of
that order.

40 First, as to the fact that the other party is summoned and is entitled to be heard, it should be observed
that Article 50(2) of the TRIPs Agreement provides that `where appropriate' provisional measures may be
ordered `inaudita altera parte' and that Article 50(4) lays down specific procedures in that regard.
Although those provisions allow for the adoption, where appropriate, of provisional measures inaudita
altera parte that cannot mean that only measures adopted in that way are to be characterised as provisional
for the purposes of Article 50 of the TRIPs Agreement. It is, on the contrary, clear from those provisions
that in all other cases provisional measures are to be adopted in accordance with the principle audi alteram
partem.

41 Second, the fact that the judge hearing the application for interim measures gives a reasoned decision
in writing does not preclude that decision being characterised as a `provisional measure' within the
meaning of Article 50 of the TRIPs Agreement, since that provision lays down no rule as to the form of
the decision ordering such a measure.

42 Third, there is nothing in the wording of Article 50 of the TRIPs Agreement to indicate that the
measures to which that article refers must be adopted without an assessment by the judge of the
substantive aspects of the case. On the contrary, Article 50(3), in terms of which the judicial authorities
are to have authority to require the applicant to provide any reasonably available evidence in order to
satisfy themselves with a sufficient degree of certainty that his right is being infringed or that such
infringement is imminent, implies that the `provisional measures' are based, at least to a certain extent,
upon such an assessment.

43 Fourth, as regards the fact that an appeal may be brought against a measure such as that in question in
the main proceedings in this case, it should be observed that, although Article 50(4) of the TRIPs
Agreement expressly provides for the possibility of requesting a `review' where the provisional measure
has been adopted inaudita altera parte, no provision of that article precludes that `provisional measures'
should in general be open to appeal.

44 Lastly, any possible willingness of the parties to accept the interim judgment as a `final' resolution of
their dispute cannot alter the legal nature of a measure characterised as `provisional' for the purposes of
Article 50 of the TRIPs Agreement.

45 The answer to the question submitted must therefore be that a measure whose purpose is to put an end
to alleged infringements of a trade-mark right and which is adopted in the course of a procedure
distinguished by the following features:

- the measure is characterised under national law as an `immediate provisional measure' and its adoption
must be required `on grounds of urgency',

- the opposing party is summoned and is heard if he appears before the court,
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- the decision adopting the measure is reasoned and given in writing following an assessment of the
substance of the case by the judge hearing the interim application,

- an appeal may be lodged against the decision, and

- although the parties remain free to initiate proceedings on the merits of the case, the decision is usually
accepted by the parties as a `final' resolution of their dispute,

is to be regarded as a `provisional measure' within the meaning of Article 50 of the TRIPs Agreement.
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Judgment of the Court (Grand Chamber)
of 9 November 2004

Fixtures Marketing Ltd v Oy Veikkaus Ab. Reference for a preliminary ruling: Vantaan
käräjäoikeus - Finland. Directive 96/9/EC - Legal protection of databases - Sui generis right -

Definition of investment in the obtaining, verification or presentation of the contents of a database -
Football fixture lists - Betting. Case C-46/02.

In Case C-46/02,

REFERENCE for a preliminary ruling under Article 234 EC,

from the Vantaan käräjäoikeus (Finland), by decision of

1 February 2002

, received at the Court on

18 February 2002

, in the proceedings

Fixtures Marketing Ltd

v

Oy Veikkaus Ab,

THE COURT (Grand Chamber),

composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and K. Lenaerts (Rapporteur),
Presidents of Chambers, J.-P. Puissochet, R. Schintgen, N. Colneric and J.N. Cunha Rodrigues, Judges,

Advocate General: C. Stix-Hackl,

Registrars: M. Mugica Arzamendi and M.-F. Contet, Principal Administrators,

having regard to the written procedure and further to the hearing on 30 March 2004,

after considering the observations submitted on behalf of:

- Fixtures Marketing Ltd, by R. Kurki-Suonio, asianajaja,

- Oy Veikkaus Ab, by S. Kemppinen and K. Harenko, asianajajat,

- the Finnish Government, by E. Bygglin and T. Pynnä, acting as Agents,

- the Belgian Government, by J. Devadder, acting as Agent, and P. Vlaemminck, advocaat,

- the German Government, by W.-D. Plessing, acting as Agent,

- the French Government, by C. Isidoro, acting as Agent,

- the Netherlands Government, by H.G. Sevenster, acting as Agent,

- the Portuguese Government, by L. Fernandes and A.P. Matos Barros, acting as Agents,

- the Commission of the European Communities, by M. Huttunen and N.B. Rasmussen, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on

8 June 2004,

gives the following

Judgment
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Costs

51. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Grand Chamber) rules as follows:

The expression investment in... the obtaining... of the contents' of a database in Article 7(1) of Directive
96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal protection of
databases must be understood to refer to the resources used to seek out existing independent materials and
collect them in the database. It does not cover the resources used for the creation of materials which make
up the contents of a database. In the context of drawing up a fixture list for the purpose of organising
football league fixtures, therefore, it does not cover the resources used to establish the dates, times and the
team pairings for the various matches in the league.

1. This reference for a preliminary ruling concerns the interpretation of the provisions of Directive 96/9/EC
of the European Parliament and of the Council of 11 March 1996 on the legal protection of databases (OJ
1996 L 77, p. 20, the directive').

2. The reference was made in the course of proceedings brought by Fixtures Marketing Limited (Fixtures')
against Oy Veikkaus Ab (Veikkaus'). The litigation arose over the use by Veikkaus, for the purpose of
organising betting games, of information taken from the fixture lists for the English football leagues.

Legal background

The Community legislation

3. The directive, according to Article 1(1) thereof, concerns the legal protection of databases in any form.
A database is defined, in Article 1(2) of the directive, as a collection of independent works, data or other
materials arranged in a systematic or methodical way and individually accessible by electronic or other
means'.

4. Article 3 of the directive provides for copyright protection for databases which, by reason of the
selection or arrangement of their contents, constitute the author's own intellectual creation'.

5. Article 7 of the directive provides for a sui generis right in the following terms:

Object of protection

1. Member States shall provide for a right for the maker of a database which shows that there has been
qualitatively and/or quantitatively a substantial investment in either the obtaining, verification or
presentation of the contents to prevent extraction and/or re-utilisation of the whole or of a substantial part,
evaluated qualitatively and/or quantitatively, of the contents of that database.

2. For the purposes of this Chapter:

(a) extraction shall mean the permanent or temporary transfer of all or a substantial part of the contents of
a database to another medium by any means or in any form;

(b) re-utilisation shall mean any form of making available to the public all or a substantial part of the
contents of a database by the distribution of copies, by renting, by on-line or other forms of
transmission. The first sale of a copy of a database within the Community by the rightholder or with
his consent shall exhaust the right to control resale of that copy within the Community.

Public lending is not an act of extraction or re-utilisation.
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3. The right referred to in paragraph 1 may be transferred, assigned or granted under contractual licence.

4. The right provided for in paragraph 1 shall apply irrespective of the eligibility of that database for
protection by copyright or by other rights. Moreover, it shall apply irrespective of eligibility of the
contents of that database for protection by copyright or by other rights. Protection of databases under the
right provided for in paragraph 1 shall be without prejudice to rights existing in respect of their content.

5. The repeated and systematic extraction and/or re-utilisation of insubstantial parts of the contents of the
database implying acts which conflict with a normal exploitation of that database or which unreasonably
prejudice the legitimate interests of the maker of the database shall not be permitted.'

The national legislation

6. Before its amendment by Directive 96/9, Article 49(1) of the tekijänoikeuslaki (copyright law) (Law No
404/1961), as amended by Law No 34/1991, provided that lists, tables, programmes and other similar
works in which a large quantity of data is combined may not be reproduced without the consent of the
author during a period of 10 years from the year in which the work is published.

7. The directive was implemented in Finnish law by Law No 250/1998 of 3 April 1998, which amended
Law No 404/1961.

8. Article 49(1) of Law No 404/1961, as amended by Law No 250/1998, is worded as follows:

The author

(1) of lists, tables, programmes or other similar works in which a large quantity of data is combined, or

(2) of a database, the obtaining, verification or presentation of which required substantial input,

has the exclusive right to stipulate the use of the whole or a substantial part, evaluated qualitatively or
quantitatively, of the contents of the work by reproducing it and placing it at the disposal of the public.'

The main proceedings and the questions referred for a preliminary ruling

9. In England professional football is organised by the Football Association Premier League Ltd and the
Football League Ltd. Fixture lists are drawn up for the matches to be played during the season, that is to
say, around 2 000 matches during each season over a period of 41 weeks.

10. The preparation of those fixture lists requires a number of factors to be taken into account, such as the
need to ensure the alternation of home and away matches, the need to ensure that several clubs from the
same town are not playing at home on the same day, the constraints arising in connection with
international fixtures, whether other public events are taking place and the availability of policing.

11. Work on the preparation of the fixture lists begins a year before the start of the season concerned. It
is entrusted to a working group consisting, inter alia, of representatives of the professional leagues and
football clubs and necessitates a certain number of meetings between those representatives and
representatives of supporters' associations and the police authorities. A computer programme purchased
from Sema is used for the work.

12. During the season, the fixture lists may be altered to take account of changes dictated by, for example,
the requirements of the television companies, or by postponement of a day's league matches because of the
weather.
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13. The professional leagues are also responsible for verifying that matches are held, checking the players'
licences and for the monitoring and announcement of the scores.

14. The activities of the Football League altogether account for a cost of around £2.3 million per year.

15. Veikkaus has the exclusive right to organise gambling activities in Finland. Those activities concern,
inter alia, football fixtures. In that connection, Veikkaus uses, as objects of the various betting games, data
concerning matches in English league football, and chiefly concerning matches in the Premier league and
in Division One. Around 200 matches are used each week for the purposes of betting. In order to organise
such betting, Veikkaus collects data regarding around 400 matches each week from the internet,
newspapers or directly from the football clubs and checks its correctness from various sources. Veikkaus'
annual turnover from betting on league football matches in England amounts to several tens of millions of
euros.

16. In a judgment of 17 June 1996 (S 94/8994 No 5507) the Vantaan käräjäoikeus held that the fixture
list was a list which contained a large quantity of data within the meaning of Article 49 of the copyright
law and Veikkaus' activities infringed the protection such lists enjoyed. That judgment was set aside by a
judgment of 9 April 1998 of the Helsingin hovioikeus (Helsinki court of appeal) (Finland) (S 96/1304 No
1145) which ruled that there had been no infringement of that protection. The Korkein oikeus (Supreme
Court) refused leave to appeal against the judgment of the Helsingin hovioikeus.

17. After the database directive came into force, Fixtures brought an action before the Vantaan
käräjäoikeus against Veikkaus alleging that Veikkaus had, since 1 January 1998, been unlawfully using the
database constituted by the fixture lists drawn up by the English football leagues.

18. The Tekijänoikeusneuvosto (Copyright Council), which was requested by the referring court to give its
opinion, stated that is not a precondition of protection under the Finnish legislation that a database should
fulfil the definition in Article 1(2) of the directive. On the basis of the abovementioned decision of the
Helsingin hovioikeus, it stated that the fixture list constituted a database within the meaning of Article
49(1) of Law No 404/1961, as amended by Law No 250/1998, and that the obtaining, verification or
presentation of its contents had required a substantial investment. However, it took the view that Veikkaus'
action had not infringed the protection enjoyed by that database.

19. In the light of the uncertainty as to whether the fixture list at issue is a protected database, and if it is,
as to the type of action which constitutes an infringement of the protection provided for by the directive,
the Vantaan käräjäoikeus decided to stay proceedings and refer the following questions to the Court for a
preliminary ruling:

(1) May the requirement in Article 7(1) of the directive for a link between the investment and the making
of the database be interpreted in the sense that the obtaining referred to in Article 7(1) and the
investment directed at it refers, in the present case, to investment which is directed at the determination
of the dates of the matches and the match pairings themselves and, when the criteria for granting
protection are appraised, does the drawing up of the fixture list include investment which is not
relevant?

(2) Is the object of the directive to provide protection in such a way that persons other than the authors of
the fixture list may not, without authorisation, use the data in that fixture list for betting or other
commercial purposes?

(3) For the purposes of the directive, does the use by Veikkaus relate to a substantial part, evaluated
qualitatively and/or quantitatively, of the database, having regard to the fact that, of the
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data in the fixture list, on each occasion only data necessary for one week is used in the weekly pools
coupons, and the fact that the data relating to the matches is obtained and verified from sources other
than the maker of the database continuously throughout the season?'

The questions referred

Admissibility

20. The Commission of the European Communities has doubts about the admissibility of the reference for
a preliminary ruling. It contends, first, that the order for reference does not give sufficient details of the
relationship between Fixtures and the English football leagues, or of the basis and extent of Fixture's right
to access to the database apparently created by those leagues. Second, it points out that the referring court
has not made clear its view as to whether Veikkaus has extracted and/or re-utilised the contents of the
database within the meaning of Article 7 of the directive.

21. It must be recalled that according to settled case-law, the need to provide an interpretation of
Community law which will be of use to the national court makes it necessary that the national court
define the factual and legal context of the questions it is asking or, at the very least, explain the factual
circumstances on which those questions are based (Case C-67/96 Albany [1999] ECR I-5751, paragraph
39).

22. The information provided in orders for reference must not only be such as to enable the Court to reply
usefully but must also enable the governments of the Member States and other interested parties to submit
observations pursuant to Article 23 of the Statute of the Court of Justice. It is the Court's duty to ensure
that that possibility is safeguarded, bearing in mind that, by virtue of the abovementioned provision, only
the orders for reference are notified to the interested parties (Albany , cited above, paragraph 40).

23. In the present case, it appears from the observations submitted by the parties to the main proceedings
and by the governments of the Member States pursuant to Article 23 of the Statute of the Court of
Justice, that the information given in the order for reference enabled them to understand that the dispute
arose over the use by Veikkaus, for the purpose of organising sporting bets, of information from the
fixture lists prepared by the professional football leagues and that, against that background, the referring
court has raised questions about the scope and extent of the sui generis right provided for by Article 7 of
the directive.

24. Moreover, the information provided by the national court gives the Court of Justice sufficient
knowledge of the factual and legislative context of the main proceedings to enable it to interpret the
Community rules which are relevant to the situation which forms the subject-matter of the dispute.

25. It must be observed that the lack of detail in the order for reference about the relationship between the
English football leagues and Fixtures did not, as the observations submitted in this case confirm, prevent
the governments of the Member States and the Commission from understanding properly the subject matter
and significance of the questions referred to the Court or from expressing a useful opinion on them. Nor
does it affect the ability of the Court of Justice to give a useful answer to those questions to the national
court.

26. As regards the failure to take a view, in the order for reference, as to whether the actions by Veikkaus
amounted to extraction and re-utilisation, the second question of the referring court must, given the context
in which it appears, be understood as seeking clarification of the scope of those two terms which serve to
define the scope of the prohibitions laid down by Article 7(1) and (5) of the directive.

27. It follows that the request for a preliminary ruling is admissible.

The merits
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28. As a preliminary point it must be observed that, according to the order for reference, the questions
referred by the national court are based on the premiss that a list of football fixtures constitutes a database
within the meaning of Article 49(1)(2) of Law No 404/1961, as amended by Law No 250/1998.

29. As that provision makes the protection it confers subject to the condition that there be substantial
investment in the obtaining, verification or presentation of the contents of the database, the referring court
essentially seeks to know, by its first question, what the expression obtaining... the contents... of a
database' in Article 7(1) of the directive means, that expression having been incorporated into the relevant
provision of the Finnish legislation cited above. More specifically, the first question seeks to know
whether investment by the maker of a database in the creation as such of the data must be taken into
account in assessing whether the investment in the creation of that database was substantial.

30. Although that question refers only to investment in the obtaining of the contents of a database, it
appears from the order for reference that the Vantaan käräjäoikeus is raising the question, in general, of
the definition of protected database in relation to a football fixture list, as is apparent from paragraph 19
of this judgment.

31. Thus, in order to give a useful answer to the referring court, it is appropriate to deliver a more general
ruling on the scope of Article 7(1) of the directive, which defines the extent of the protection conferred by
the sui generis right.

32. Article 7(1) of the directive reserves the protection of the sui generis right to databases which meet a
specific criterion, namely to those which show that there has been qualitatively and/or quantitatively a
substantial investment in the obtaining, verification or presentation of their contents.

33. Under the 9th, 10th and 12th recitals of the preamble to the directive, its purpose is to promote and
protect investment in data storage' and processing' systems which contribute to the development of an
information market against a background of exponential growth in the amount of information generated
and processed annually in all sectors of activity. It follows that the expression investment in... the
obtaining, verification or presentation of the contents' of a database must be understood, generally, to refer
to investment in the creation of that database as such.

34. Against that background, the expression investment in... the obtaining ... of the contents' of a database
must, as Veikkaus and the German and Netherlands Governments point out, be understood to refer to the
resources used to seek out existing independent materials and collect them in the database, and not to the
resources used for the creation as such of independent materials. The purpose of the protection by the sui
generis right provided for by the directive is to promote the establishment of storage and processing
systems for existing information and not the creation of materials capable of being collected subsequently
in a database.

35. That interpretation is backed up by the 39th recital of the preamble to the directive, according to
which the aim of the sui generis right is to safeguard the results of the financial and professional
investment made in obtaining and collection of the contents' of a database. As the Advocate General points
out in points 61 to 66 of her Opinion, despite slight variations in wording, all the language versions of the
39th recital support an interpretation which excludes the creation of the materials contained in a database
from the definition of obtaining.

36. The 19th recital of the preamble to the directive, according to which the compilation of several
recordings of musical performances on a CD does not represent a substantial enough investment to be
eligible under the sui generis right, provides an additional argument in support of that interpretation.
Indeed, it appears from that recital that the resources used for the creation as such of works
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or materials included in the database, in this case on a CD, cannot be deemed equivalent to investment in
the obtaining of the contents of that database and cannot, therefore, be taken into account in assessing
whether the investment in the creation of the database was substantial.

37. The expression investment in... the... verification... of the contents' of a database must be understood to
refer to the resources used, with a view to ensuring the reliability of the information contained in that
database, to monitor the accuracy of the materials collected when the database was created and during its
operation. The expression investment in... the... presentation of the contents' of the database concerns, for
its part, the resources used for the purpose of giving the database its function of processing information,
that is to say those used for the systematic or methodical arrangement of the materials contained in that
database and the organisation of their individual accessibility.

38. Investment in the creation of a database may consist in the deployment of human, financial or
technical resources but it must be substantial in quantitative or qualitative terms. The quantitative
assessment refers to quantifiable resources and the qualitative assessment to efforts which cannot be
quantified, such as intellectual effort or energy, according to the 7th, 39th and 40th recitals of the
preamble to the directive.

39. In that light, the fact that the creation of a database is linked to the exercise of a principal activity in
which the person creating the database is also the creator of the materials contained in the database does
not, as such, preclude that person from claiming the protection of the sui generis right, provided that he
establishes that the obtaining of those materials, their verification or their presentation, in the sense
described in paragraphs 34 to 37 of this judgment, required substantial investment in quantitative or
qualitative terms, which was independent of the resources used to create those materials.

40. In those circumstances, although the search for data and the verification of their accuracy at the time a
database is created do not require the maker of that database to use particular resources because the data
are those he created and are available to him, the fact remains that the collection of those data, their
systematic or methodical arrangement in the database, the organisation of their individual accessibility and
the verification of their accuracy throughout the operation of the database may require substantial
investment in quantitative and/or qualitative terms within the meaning of Article 7(1) of the directive.

41. In the case in the main proceedings, it must be observed that the human and technical resources
described by the referring court and referred to in paragraph 11 of this judgment, are deployed for the
purpose of determining, in the course of arranging football league fixtures, the dates and times of and
home and away teams playing in the various matches in accordance with a set of parameters such as those
set out in paragraph 10 of this judgment.

42. As Veikkaus and the German and Portuguese Governments submit, such resources represent an
investment in the creation of the fixture list. Such an investment, which relates to the organisation as such
of the leagues is linked to the creation of the data contained in the database at issue, in other words those
relating to each match in the various leagues. It cannot, therefore, be taken into account under Article 7(1)
of the directive.

43. Accordingly, it must be ascertained, leaving aside the investment referred to in the previous paragraph,
whether the obtaining, verification or presentation of the contents of a list of football fixtures attests to
substantial investment in qualitative or quantitative terms.

44. Finding and collecting the data which make up a football fixture list do not require any particular
effort on the part of the professional leagues. Those activities are indivisibly linked to the creation of
those data, in which the leagues participate directly as those responsible for the organisation
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of football league fixtures. Obtaining the contents of a football fixture list thus does not require any
investment independent of that required for the creation of the data contained in that list.

45. The professional football leagues do not need to put any particular effort into monitoring the accuracy
of the data on league matches when the list is made up because those leagues are directly involved in the
creation of those data. The verification of the accuracy of the contents of fixture lists during the season
simply involves, according to the observations made by Fixtures, adapting certain data in those lists to
take account of any postponement of a match or fixture date decided on by or in collaboration with the
leagues. As Veikkaus submits, such verification cannot be regarded as requiring substantial investment.

46. The presentation of a football fixture list, too, is closely linked to the creation as such of the data
which make up the list, as is confirmed by the absence of any mention in the order for reference of work
or resources specifically invested in such presentation. It cannot therefore be considered to require
investment independent of the investment in the creation of its constituent data.

47. It follows that neither the obtaining, nor the verification nor yet the presentation of the contents of a
football fixture list attests to substantial investment which could justify protection by the sui generis right
provided for by Article 7 of the directive.

48. The activities described in paragraph 13 of this judgment are unconnected with the drawing up of
fixture lists. As Veikkaus points out, the resources used for those activities cannot, therefore, be taken into
account in assessing whether there was substantial investment in the obtaining, verification or presentation
of those fixture lists.

49. In the light of the foregoing, the answer to the first question referred should be that the expression
investment in... the obtaining ... of the contents' of a database as defined in Article 7(1) of the directive
must be understood to refer to the resources used to seek out existing independent materials and collect
them in the database. It does not cover the resources used for the creation of materials which make up the
contents of a database. In the context of drawing up a fixture list for the purpose of organising football
league fixtures, therefore, it does not cover the resources used to establish the dates, times and the team
pairings for the various matches in the league.

50. In the light of the foregoing, there is no need to reply to the other questions referred.
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Judgment of the Court (Grand Chamber)
of 9 November 2004

The British Horseracing Board Ltd and Others v William Hill Organization Ltd. Reference for a
preliminary ruling: Court of Appeal (England &amp; Wales) (Civil Division) - United Kingdom.
Directive 96/9/EC - Legal protection of databases - Sui generis right - Obtaining, verification or
presentation of the contents of a database - (In)substantial part of the contents of a database -
Extraction and re-utilisation - Normal exploitation - Unreasonable prejudice to the legitimate

interests of the maker - Horseracing database - Lists of races - Betting. Case C-203/02.

In Case C-203/02,

REFERENCE for a preliminary ruling under Article 234 EC,

from the Court of Appeal (England and Wales) (Civil Division), made by decision of

24 May 2002

, received at the Court on

31 May 2002

, in the proceedings

The British Horseracing Board Ltd and Others

v

William Hill Organization Ltd,

THE COURT (Grand Chamber),

composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and K. Lenaerts (Rapporteur),
(Presidents of Chambers), J.P. Puissochet, R. Schintgen, N. Colneric and J.N. Cunha Rodrigues, Judges,

Advocate General: C. Stix-Hackl,

Registrars: M. Mugica Arzamendi and M.-F. Contet, Principal Administrators,

having regard to the written procedure and further to the hearing on 30 March 2004,

after considering the observations submitted on behalf of:

- The British Horseracing Board Ltd and Others, by P. Prescott QC, L. Lane, Barrister, and H. Porter,
Solicitor,

- William Hill Organization Ltd, by M. Platts-Mills QC, J. Abrahams, Barrister, S. Kon, T. Usher and S.
Turnbull, Solicitors,

- the Belgian Government, by A. Snoecx, acting as Agent, and P. Vlaemminck, advocaat,

- the German Government, by W.-D. Plessing, acting as Agent,

- the Portuguese Government, by L. Fernandes and A.P. Matos Barros, acting as Agents,

- the Commission of the European Communities, by K. Banks, acting as Agent,

after hearing the Opinion of the Advocate General at the sitting on

8 June 2004,

gives the following

Judgment
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Costs

97. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Grand Chamber) rules as follows:

1. The expression investment in... the obtaining... of the contents' of a database in Article 7(1) of Directive
96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal protection of
databases must be understood to refer to the resources used to seek out existing independent materials and
collect them in the database. It does not cover the resources used for the creation of materials which make
up the contents of a database.

The expression investment in... the... verification... of the contents' of a database in Article 7(1) of
Directive 96/9 must be understood to refer to the resources used, with a view to ensuring the reliability of
the information contained in that database, to monitor the accuracy of the materials collected when the
database was created and during its operation. The resources used for verification during the stage of
creation of materials which are subsequently collected in a database do not fall within that definition.

The resources used to draw up a list of horses in a race and to carry out checks in that connection do not
constitute investment in the obtaining and verification of the contents of the database in which that list
appears.

2. The terms extraction' and re-utilisation' as defined in Article 7 of Directive 96/9 must be interpreted as
referring to any unauthorised act of appropriation and distribution to the public of the whole or a part of
the contents of a database. Those terms do not imply direct access to the database concerned.

The fact that the contents of a database were made accessible to the public by its maker or with his
consent does not affect the right of the maker to prevent acts of extraction and/or re-utilisation of the
whole or a substantial part of the contents of a database.

3. The expression substantial part, evaluated... quantitatively, of the contents of [a] database' in Article 7
of Directive 96/9 refers to the volume of data extracted from the database and/or re-utilised and must be
assessed in relation to the total volume of the contents of the database.

The expression substantial part, evaluated qualitatively... of the contents of [a] database' refers to the scale
of the investment in the obtaining, verification or presentation of the contents of the subject of the act of
extraction and/or re-utilisation, regardless of whether that subject represents a quantitatively substantial part
of the general contents of the protected database.

Any part which does not fulfil the definition of a substantial part, evaluated both quantitatively and
qualitatively, falls within the definition of an insubstantial part of the contents of a database.

4. The prohibition laid down by Article 7(5) of Directive 96/9 refers to unauthorised acts of extraction or
re-utilisation the cumulative effect of which is to reconstitute and/or make available to the public, without
the authorisation of the maker of the database, the whole or a substantial part of the contents of that
database and thereby seriously prejudice the investment by the maker.

1. This reference for a preliminary ruling concerns the interpretation of Article 7 and Article 10(3) of
Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal
protection of databases (OJ 1996 L 77, p. 20, the directive').

2. The reference was made in the course of proceedings brought by The British Horseracing Board
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Ltd, the Jockey Club and Weatherbys Group Ltd (the BHB and Others') against William Hill Organization
Ltd (William Hill'). The litigation arose over the use by William Hill, for the purpose of organising betting
on horse racing, of information taken from the BHB database.

Legal background

3. The directive, according to Article 1(1) thereof, concerns the legal protection of databases in any form.
A database is defined, in Article 1(2) of the directive, as a collection of independent works, data or other
materials arranged in a systematic or methodical way and individually accessible by electronic or other
means'.

4. Article 3 of the directive provides for copyright protection for databases which, by reason of the
selection or arrangement of their contents, constitute the author's own intellectual creation'.

5. Article 7 of the directive provides for a sui generis right in the following terms:

Object of protection

1. Member States shall provide for a right for the maker of a database which shows that there has been
qualitatively and/or quantitatively a substantial investment in either the obtaining, verification or
presentation of the contents to prevent extraction and/or re-utilisation of the whole or of a substantial part,
evaluated qualitatively and/or quantitatively, of the contents of that database.

2. For the purposes of this Chapter:

(a) extraction shall mean the permanent or temporary transfer of all or a substantial part of the contents of
a database to another medium by any means or in any form;

(b) re-utilisation shall mean any form of making available to the public all or a substantial part of the
contents of a database by the distribution of copies, by renting, by on-line or other forms of
transmission. The first sale of a copy of a database within the Community by the rightholder or with
his consent shall exhaust the right to control resale of that copy within the Community;

public lending is not an act of extraction or re-utilisation.

3. The right referred to in paragraph 1 may be transferred, assigned or granted under contractual licence.

4. The right provided for in paragraph 1 shall apply irrespective of the eligibility of that database for
protection by copyright or by other rights. Moreover, it shall apply irrespective of eligibility of the
contents of that database for protection by copyright or by other rights. Protection of databases under the
right provided for in paragraph 1 shall be without prejudice to rights existing in respect of their content.

5. The repeated and systematic extraction and/or re-utilisation of insubstantial parts of the contents of the
database implying acts which conflict with a normal exploitation of that database or which unreasonably
prejudice the legitimate interests of the maker of the database shall not be permitted.'

6. Article 8(1) of the directive provides:

The maker of a database which is made available to the public in whatever manner may not prevent a
lawful user of the database from extracting and/or re-utilising insubstantial parts of its contents, evaluated
qualitatively and/or quantitatively, for any purposes whatsoever. Where the lawful user is authorised to
extract and/or re-utilise only part of the database, this paragraph shall apply only to that part.'

7. Under Article 9 of the directive Member States may stipulate that lawful users of a database which is
made available to the public in whatever manner may, without the authorisation of its maker,
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extract or re-utilise a substantial part of its contents:

(a) in the case of extraction for private purposes of the contents of a non-electronic database;

(b) in the case of extraction for the purposes of illustration for teaching or scientific research, as long as
the source is indicated and to the extent justified by the non-commercial purpose to be achieved;

(c) in the case of extraction and/or re-utilisation for the purposes of public security or an administrative or
judicial procedure.'

8. Article 10 of the directive provides:

1. The right provided for in Article 7 shall run from the date of completion of the making of the database.
It shall expire 15 years from the first of January of the year following the date of completion.

...

3. Any substantial change, evaluated qualitatively or quantitatively, to the contents of a database, including
any substantial change resulting from the accumulation of successive additions, deletions or alterations,
which would result in the database being considered to be a substantial new investment, evaluated
qualitatively or quantitatively, shall qualify the database resulting from that investment for its own term of
protection.'

9. The directive was implemented in United Kingdom law by the Copyright and Rights in Databases
Regulations 1997 which entered into force on 1 January 1998. The terms of those regulations are identical
to those of the directive.

The main proceedings and the questions referred for a preliminary ruling

10. The BHB and Others manage the horse racing industry in the United Kingdom and in various
capacities compile and maintain the BHB database which contains a large amount of information supplied
by horse owners, trainers, horse race organisers and others involved in the racing industry. The database
contains information on inter alia the pedigrees of some one million horses, and prerace information' on
races to be held in the United Kingdom. That information includes the name, place and date of the race
concerned, the distance over which the race is to be run, the criteria for eligibility to enter the race, the
date by which entries must be received, the entry fee payable and the amount of money the racecourse is
to contribute to the prize money for the race.

11. Weatherbys Group Ltd, the company which compiles and maintains the BHB database, performs three
principal functions, which lead up to the issue of pre-race information.

12. First, it registers information concerning owners, trainers, jockeys and horses and records the
performances of those horses in each race.

13. Second, it decides on weight adding and handicapping for the horses entered for the various races.

14. Third, it compiles the lists of horses running in the races. This activity is carried out by its own call
centre, manned by about 30 operators. They record telephone calls entering horses in each race organised.
The identity and status of the person entering the horse and whether the characteristics of the horse meet
the criteria for entry to the race are then checked. Following those checks the entries are published
provisionally. To take part in the race, the trainer must confirm the horse's participation by telephone by
declaring it the day before the race at the latest. The operators must then ascertain whether the horse can
be authorised to run the race in the light of the number of declarations already recorded. A central
computer then allocates a saddle cloth
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number to each horse and determines the stall from which it will start. The final list of runners is
published the day before the race.

15. The BHB database contains essential information not only for those directly involved in horse racing
but also for radio and television broadcasters and for bookmakers and their clients. The cost of running the
BHB database is approximately £4 million per annum. The fees charged to third parties for the use of the
information in the database cover about a quarter of that amount.

16. The database is accessible on the internet site operated jointly by BHB and Weatherbys Group Ltd.
Some of its contents are also published each week in the BHB's official journal. The contents of the
database, or of certain parts of it, are also made available to Racing Pages Ltd, a company jointly
controlled by Weatherbys Group Ltd and the Press Association, which then forwards data to its various
subscribers, including some bookmakers, in the form of a Declarations Feed', the day before a race.
Satellite Information Services Limited (SIS') is authorised by Racing Pages to transmit data to its own
subscribers in the form of a raw data feed' (RDF'). The RDF includes a large amount of information, in
particular, the names of the horses running in the races, the names of the jockeys, the saddle cloth
numbers and the weight for each horse. Through the newspapers and the Ceefax and Teletext services, the
names of the runners in a particular race are made available to the public during the course of the
afternoon before the race.

17. William Hill, which is a subscriber to both the Declarations Feed and the RDF, is one of the leading
providers of offcourse bookmaking services in the United Kingdom, to both UK and international
customers. It launched an on-line betting service on two internet sites. Those interested can use these sites
to find out what horses are running in which races at which racecourses and what odds are offered by
William Hill.

18. The information displayed on William Hill's internet sites is obtained, first, from newspapers published
the day before the race and, second, from the RDF supplied by SIS on the morning of the race.

19. According to the order for reference, the information displayed on William Hill's internet sites
represents a very small proportion of the total amount of data on the BHB database, given that it concerns
only the following matters: the names of all the horses in the race, the date, time and/or name of the race
and the name of the racecourse where the race will be held. Also according to the order for reference, the
horse races and the lists of runners are not arranged on William Hill's internet sites in the same way as in
the BHB database.

20. In March 2000 the BHB and Others brought proceedings against William Hill in the High Court of
Justice of England and Wales, Chancery Division, alleging infringement of their sui generis right. They
contend, first, that each day's use by William Hill of racing data taken from the newspapers or the RDF is
an extraction or re-utilisation of a substantial part of the contents of the BHB database, contrary to Article
7(1) of the directive. Secondly, they say that even if the individual extracts made by William Hill are not
substantial they should be prohibited under Article 7(5) of the directive.

21. The High Court of Justice ruled in a judgment of 9 February 2001 that the action of BHB and Others
was well founded. William Hill appealed to the referring court.

22. In the light of the problems of interpretation of the directive, the Court of Appeal decided to stay
proceedings and refer the following questions to the Court of Justice for a preliminary ruling:

(1) May either of the expressions:

- substantial part of the contents of the database; or
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- insubstantial parts of the contents of the database

in Article 7 of the directive include works, data or other materials derived from the database but which do
not have the same systematic or methodical arrangement of and individual accessibility as those to be
found in the database?

(2) What is meant by obtaining in Article 7(1) of the directive? In particular, are the [facts and matters in
paragraph 14] above capable of amounting to such obtaining?

(3) Is verification in Article 7(1) of the directive limited to ensuring from time to time that information
contained in a database is or remains correct?

(4) What is meant in Article 7(1) of the directive, by the expressions:

- a substantial part, evaluated qualitatively... of the contents of that database? and

- a substantial part, evaluated quantitatively... of the contents of that database?

(5) What is meant in Article 7(5) of the directive, by the expression insubstantial parts of the database?

(6) In particular, in each case:

- does substantial mean something more than insignificant and, if so, what?

- does insubstantial part simply mean that it is not substantial?

(7) Is extraction in Article 7 of the directive limited to the transfer of the contents of the database directly
from the database to another medium, or does it also include the transfer of works, data or other
materials, which are derived indirectly from the database, without having direct access to the database?

(8) Is reutilisation in Article 7 of the directive limited to the making available to the public of the contents
of the database directly from the database, or does it also include the making available to the public of
works, data or other materials which are derived indirectly from the database, without having direct
access to the database?

(9) Is reutilisation in Article 7 of the directive limited to the first making available to the public of the
contents of the database?

(10) In Article 7(5) of the directive what is meant by acts which conflict with a normal exploitation of that
database or unreasonably prejudice the legitimate interests of the maker of the database? In particular,
are the facts and matters in paragraphs [17 to 19] above in the context of the facts and matters in
paragraph [15] above capable of amounting to such acts?

(11) Does Article 10(3) of the directive mean that, whenever there is a substantial change to the contents of
a database, qualifying the resulting database for its own term of protection, the resulting database must
be considered to be a new, separate database, including for the purposes of Article 7(5)?'

The questions referred

Preliminary observations

23. Article 7(1) of the directive provides for specific protection, called a sui generis right, for the maker of
a database within the meaning of Article 1(2) of the directive, provided that it shows that there has been
qualitatively and/or quantitatively a substantial investment in either the obtaining, verification or
presentation of the contents'.

24. By its second and third questions, which should be considered together, the referring court

© An extract from a JUSTIS database



62002J0203 European Court reports 2004 Page I-10415 7

seeks an interpretation of the concept of investment in the obtaining and verification of the contents of a
database within the meaning of Article 7(1) of the directive.

25. Article 7(1) of the directive authorises a maker of a database protected by a sui generis right to
prevent extraction and/or re-utilisation of the whole or of a substantial part of its contents. Article 7(5)
also prohibits the repeated and systematic extraction and/or re-utilisation of insubstantial parts of the
contents of the database implying acts which conflict with a normal exploitation of that database or which
unreasonably prejudice the legitimate interests of the maker of the database.

26. The seventh, eighth and ninth questions referred, which should be considered together, concern the
concepts of extraction and re-utilisation. The concepts of substantial part' and insubstantial part' of the
contents of a database are crucial to the first, fourth, fifth and sixth questions, which will also be
considered together.

27. The 10th question concerns the scope of the prohibition laid down by Article 7(5) of the directive.
The 11th question seeks to ascertain whether a substantial change by the maker of the database to its
contents implies the existence of a new database for the purposes of assessing, under Article 7(5) of the
directive, whether acts of extraction and/or re-utilisation of insubstantial parts of the contents of the
database were repeated and systematic.

The second and third questions, concerning the concept of investment in the obtaining or verification of
the contents of a database within the meaning of Article 7(1) of the directive

28. By its second and third questions the referring court seeks clarification of the concept of investment in
the obtaining and verification of the contents of a database within the meaning of Article 7(1) of the
directive.

29. Article 7(1) of the directive reserves the protection of the sui generis right to databases which meet a
specific criterion, namely to those which show that there has been qualitatively and/or quantitatively a
substantial investment in the obtaining, verification or presentation of their contents.

30. Under the 9th, 10th and 12th recitals of the preamble to the directive, its purpose, as William Hill
points out, is to promote and protect investment in data storage' and processing' systems which contribute
to the development of an information market against a background of exponential growth in the amount of
information generated and processed annually in all sectors of activity. It follows that the expression
investment in... the obtaining, verification or presentation of the contents' of a database must be
understood, generally, to refer to investment in the creation of that database as such.

31. Against that background, the expression investment in... the obtaining ... of the contents' of a database
must, as William Hill and the Belgian, German and Portuguese Governments point out, be understood to
refer to the resources used to seek out existing independent materials and collect them in the database, and
not to the resources used for the creation as such of independent materials. The purpose of the protection
by the sui generis right provided for by the directive is to promote the establishment of storage and
processing systems for existing information and not the creation of materials capable of being collected
subsequently in a database.

32. That interpretation is backed up by the 39th recital of the preamble to the directive, according to
which the aim of the sui generis right is to safeguard the results of the financial and professional
investment made in obtaining and collection of the contents' of a database. As the Advocate General notes
in points 41 to 46 of her Opinion, despite slight variations in wording, all the language versions of the
39th recital support an interpretation which excludes the creation of the materials contained in a database
from the definition of obtaining.
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33. The 19th recital of the preamble to the directive, according to which the compilation of several
recordings of musical performances on a CD does not represent a substantial enough investment to be
eligible under the sui generis right, provides an additional argument in support of that interpretation.
Indeed, it appears from that recital that the resources used for the creation as such of works or materials
included in the database, in this case on a CD, cannot be deemed equivalent to investment in the obtaining
of the contents of that database and cannot, therefore, be taken into account in assessing whether the
investment in the creation of the database was substantial.

34. The expression investment in... the... verification... of the contents' of a database must be understood to
refer to the resources used, with a view to ensuring the reliability of the information contained in that
database, to monitor the accuracy of the materials collected when the database was created and during its
operation. The resources used for verification during the stage of creation of data or other materials which
are subsequently collected in a database, on the other hand, are resources used in creating a database and
cannot therefore be taken into account in order to assess whether there was substantial investment in the
terms of Article 7(1) of the directive.

35. In that light, the fact that the creation of a database is linked to the exercise of a principal activity in
which the person creating the database is also the creator of the materials contained in the database does
not, as such, preclude that person from claiming the protection of the sui generis right, provided that he
establishes that the obtaining of those materials, their verification or their presentation, in the sense
described in paragraphs 31 to 34 of this judgment, required substantial investment in quantitative or
qualitative terms, which was independent of the resources used to create those materials.

36. Thus, although the search for data and the verification of their accuracy at the time a database is
created do not require the maker of that database to use particular resources because the data are those he
created and are available to him, the fact remains that the collection of those data, their systematic or
methodical arrangement in the database, the organisation of their individual accessibility and the
verification of their accuracy throughout the operation of the database may require substantial investment
in quantitative and/or qualitative terms within the meaning of Article 7(1) of the directive.

37. In the case in the main proceedings, the referring court seeks to know whether the investments
described in paragraph 14 of this judgment can be considered to amount to investment in obtaining the
contents of the BHB database. The plaintiffs in the main proceedings stress, in that connection, the
substantial nature of the above investment.

38. However, investment in the selection, for the purpose of organising horse racing, of the horses
admitted to run in the race concerned relates to the creation of the data which make up the lists for those
races which appear in the BHB database. It does not constitute investment in obtaining the contents of the
database. It cannot, therefore, be taken into account in assessing whether the investment in the creation of
the database was substantial.

39. Admittedly, the process of entering a horse on a list for a race requires a number of prior checks as to
the identity of the person making the entry, the characteristics of the horse and the classification of the
horse, its owner and the jockey.

40. However, such prior checks are made at the stage of creating the list for the race in question. They
thus constitute investment in the creation of data and not in the verification of the contents of the
database.

41. It follows that the resources used to draw up a list of horses in a race and to carry out checks in that
connection do not represent investment in the obtaining and verification of the contents of the database in
which that list appears.
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42. In the light of the foregoing, the second and third questions referred should be answered as follows:

- The expression investment in... the obtaining... of the contents' of a database in Article 7(1) of the
directive must be understood to refer to the resources used to seek out existing independent materials and
collect them in the database. It does not cover the resources used for the creation of materials which make
up the contents of a database.

- The expression investment in... the... verification... of the contents' of a database in Article 7(1) of the
directive must be understood to refer to the resources used, with a view to ensuring the reliability of the
information contained in that database, to monitor the accuracy of the materials collected when the
database was created and during its operation. The resources used for verification during the stage of
creation of materials which are subsequently collected in a database do not fall within that definition.

- The resources used to draw up a list of horses in a race and to carry out checks in that connection do
not constitute investment in the obtaining and verification of the contents of the database in which that list
appears.

The seventh, eighth and ninth questions, on the terms extraction' and re-utilisation' in Article 7 of the
directive

43. By its seventh, eighth and ninth questions, the referring court seeks essentially to know whether use
such as that made by William Hill of a database constitutes extraction and/or re-utilisation within the
meaning of Article 7 of the directive. The referring court asks, inter alia, whether the protection conferred
by the sui generis right also covers the use of data which, although derived originally from a protected
database, were obtained by the user from sources other than that database.

44. The protection of the sui generis right provided for by Article 7(1) of the directive gives the maker of
a database the option of preventing the unauthorised extraction and/or re-utilisation of all or a substantial
part of the contents of that database, according to the 41st recital of the preamble to the directive.
Furthermore, Article 7(5) of the directive prohibits, under certain conditions, the unauthorised extraction
and/or re-utilisation of insubstantial parts of the contents of a database.

45. The terms extraction and re-utilisation must be interpreted in the light of the objective pursued by the
sui generis right. It is intended to protect the maker of the database against acts by the user which go
beyond [the] legitimate rights and thereby harm the investment' of the maker, as indicated in the 42nd
recital of the preamble to the directive.

46. According to the 48th recital of the preamble to the directive, the sui generis right has an economic
justification, which is to afford protection to the maker of the database and guarantee a return on his
investment in the creation and maintenance of the database.

47. Accordingly, it is not relevant, in an assessment of the scope of the protection of the sui generis right,
that the act of extraction and/or re-utilisation is for the purpose of creating another database, whether in
competition with the original database or not, and whether the same or a different size from the original,
nor is it relevant that the act is part of an activity other than the creation of a database. The 42nd recital
of the preamble to the directive confirms, in that connection, that the right to prohibit extraction and/or
re-utilisation of all or a substantial part of the contents relates not only to the manufacture of a parasitical
competing product but also to any user who, through his acts, causes significant detriment, evaluated
qualitatively or quantitatively, to the investment'.

48. It must also be pointed out that, although the Proposal for a Council Directive on the legal
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protection of databases (OJ 1992 C 156, p. 4), presented by the Commission on 15 April 1992, restricted
the scope of the protection conferred by the sui generis right, under Article 2(5), to unauthorised extraction
or re-utilisation for commercial purposes', the absence of any reference in Article 7 of the directive to such
purposes indicates that it is irrelevant, in an assessment of the lawfulness of an act under the directive,
whether the act is for a commercial or a non-commercial purpose.

49. In Article 7(2)(a) of the directive, extraction is defined as the permanent or temporary transfer of all
or a substantial part of the contents of a database to another medium by any means or in any form', while
in Article 7(2)(b), re-utilisation is defined as any form of making available to the public all or a
substantial part of the contents of a database by the distribution of copies, by renting, by on-line or other
forms of transmission'.

50. The reference to a substantial part' in the definition of the concepts of extraction and re-utilisation
gives rise to confusion given that, according to Article 7(5) of the directive, extraction or re-utilisation
may also concern an insubstantial part of a database. As the Advocate General observes, in point 90 of
her Opinion, the reference, in Article 7(2) of the directive, to the substantial nature of the extracted or
re-utilised part does not concern the definition of those concepts as such but must be understood to refer
to one of the conditions for the application of the sui generis right laid down by Article 7(1) of the
directive.

51. The use of expressions such as by any means or in any form' and any form of making available to the
public' indicates that the Community legislature intended to give the concepts of extraction and
re-utilisation a wide definition. In the light of the objective pursued by the directive, those terms must
therefore be interpreted as referring to any act of appropriating and making available to the public, without
the consent of the maker of the database, the results of his investment, thus depriving him of revenue
which should have enabled him to redeem the cost of the investment.

52. Against that background, and contrary to the argument put forward by William Hill and the Belgian
and Portuguese Governments, the concepts of extraction and re-utilisation cannot be exhaustively defined
as instances of extraction and re-utilisation directly from the original database at the risk of leaving the
maker of the database without protection from unauthorised copying from a copy of the database. That
interpretation is confirmed by Article 7(2)(b) of the directive, according to which the first sale of a copy
of a database within the Community by the rightholder or with his consent is to exhaust the right to
control resale', but not the right to control extraction and re-utilisation of the contents, of that copy within
the Community.

53. Since acts of unauthorised extraction and/or re-utilisation by a third party from a source other than the
database concerned are liable, just as much as such acts carried out directly from that database are, to
prejudice the investment of the maker of the database, it must be held that the concepts of extraction and
re-utilisation do not imply direct access to the database concerned.

54. However, it must be stressed that the protection of the sui generis right concerns only acts of
extraction and re-utilisation as defined in Article 7(2) of the directive. That protection does not, on the
other hand, cover consultation of a database.

55. Of course, the maker of a database can reserve exclusive access to his database to himself or reserve
access to specific people. However, if he himself makes the contents of his database or a part of it
accessible to the public, his sui generis right does not allow him to prevent third parties from consulting
that base.

56. The same applies where the maker of the database authorises a third party to re-utilise the contents of
his database, in other words, to distribute it to the public. According to the definition of re-utilisation in
Article 7(2)(b) of the directive, read in conjunction with the 41st recital of the preamble thereto, the
authorisation of the maker for the re-utilisation of the database or
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a substantial part of it implies that he consents to his database or the relevant part of it being made
accessible to the public by the third party to whom he gave that authorisation. In authorising re-utilisation,
the maker of the database thus creates an alternative means of access to the contents of and of
consultation of his database for those interested.

57. The fact that a database can be consulted by third parties through someone who has authorisation for
re-utilisation from the maker of the database does not, however, prevent the maker from recovering the
costs of his investment. It is legitimate for the maker to charge a fee for the re-utilisation of the whole or
a part of his database which reflects, inter alia, the prospect of subsequent consultation and thus guarantees
him a sufficient return on his investment.

58. On the other hand, a lawful user of a database, in other words, a user whose access to the contents of
a database for the purpose of consultation results from the direct or indirect consent of the maker of the
database, may be prevented by the maker, under the sui generis right provided for by Article 7(1) of the
directive, from then carrying out acts of extraction and/or re-utilisation of the whole or a substantial part
of the database. The consent of the maker of the database to consultation does not entail exhaustion of the
sui generis right.

59. That analysis is confirmed, as regards extraction, by the 44th recital of the preamble to the directive,
according to which, when on-screen display of the contents of a database necessitates the permanent or
temporary transfer of all or a substantial part of such contents to another medium, that act should be
subject to authorisation by the rightholder'. Similarly, as regards re-utilisation, the 43rd recital of the
preamble to the directive states that in the case of on-line transmission, the right to prohibit re-utilisation
is not exhausted either as regards the database or as regards a material copy of the database or of part
thereof made by the addressee of the transmission with the consent of the rightholder'.

60. It should, however, be emphasised that the prohibition in Article 7(1) of the directive concerns only
extraction and/or re-utilisation of the whole or of a substantial part of a database whose creation required a
substantial investment. According to Article 8(1) of the directive, apart from in the cases referred to in
Article 7(5) of the directive, the sui generis right does not prevent a lawful user from extracting and
re-utilising insubstantial parts of the contents of a database.

61. It follows from the foregoing that acts of extraction, in other words, the transfer of the contents of the
database to another medium, and acts of reutilisation, in other words, the making available to the public of
the contents of a database, which affect the whole or a substantial part of the contents of a database
require the authorisation of the maker of the database, even where he has made his database, as a whole
or in part, accessible to the public or authorised a specific third party or specific third parties to distribute
it to the public.

62. The directive contains an exception to the principle set out in the previous paragraph. Article 9 defines
exhaustively three cases in which Member States may stipulate that lawful users of a database which is
made available to the public in whatever manner may, without the authorisation of its maker, extract or
re-utilise a substantial part' of the contents of that database. Those cases are: extraction for private
purposes of the contents of a non-electronic database, extraction for the purposes of illustration for
teaching or scientific research and extraction and/or re-utilisation for the purposes of public security or an
administrative or judicial procedure.

63. In the case in the main proceedings, the order for reference states that the data concerning horse races
which William Hill displays on its internet site and which originate in the BHB database are obtained,
first, from newspapers published the day before the race and, second, from the RDF supplied by SIS.

64. According to the order for reference, the information published in the newspapers is supplied
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to the press directly by Weatherbys Group Ltd, the company which maintains the BHB database. As
regards William Hill's other source of information, it must be borne in mind that SIS is authorised by
Racing Pages Ltd, which is partly controlled by Weatherbys Group Ltd, to supply information concerning
horse races in the form of RDF to its own members, which include William Hill. The data in the BHB
database concerning horse races have thus been made accessible to the public for the purpose of
consultation with the authorisation of BHB.

65. Although William Hill is a lawful user of the database made accessible to the public, at least as
regards the part of that database representing information about races, it appears from the order for
reference that it carries out acts of extraction and re-utilisation within the meaning of Article 7(2) of the
directive. First, it extracts data originating in the BHB database by transferring them from one medium to
another. It integrates those data into its own electronic system. Second, it re-utilises those data by then
making them available to the public on its internet site in order to allow its clients to bet on horse races.

66. According to the order for reference, that extraction and re-utilisation was carried out without the
authorisation of BHB and Others. Since the present case does not fall within any of the cases described in
Article 9 of the directive, acts such as those carried out by William Hill could be prevented by BHB and
Others under their sui generis right provided that they affect the whole or a substantial part of the contents
of the BHB database within the meaning of Article 7(1) of the directive. If such acts affected insubstantial
parts of the database they would be prohibited only if the conditions in Article 7(5) of the directive were
fulfilled.

67. In the light of the foregoing, the seventh, eighth and ninth questions should be answered as follows:

- The terms extraction' and re-utilisation' in Article 7 of the directive must be interpreted as referring to
any unauthorised act of appropriation and distribution to the public of the whole or a part of the contents
of a database. Those terms do not imply direct access to the database concerned.

- The fact that the contents of a database were made accessible to the public by its maker or with his
consent does not affect the right of the maker to prevent acts of extraction and/or re-utilisation of the
whole or a substantial part of the contents of a database.

The first, fourth, fifth and sixth questions, concerning the terms substantial part' and insubstantial part' of
the contents of a database in Article 7 of the directive

68. By its fourth, fifth and sixth questions, the referring court raises the question of the meaning of the
terms substantial part' and insubstantial part' of the contents of a database as used in Article 7 of the
directive. By its first question it also seeks to know whether materials derived from a database do not
constitute a part, substantial or otherwise, of that database, where their systematic or methodical
arrangement and the conditions of their individual accessibility have been altered by the person carrying
out the extraction and/or re-utilisation.

69. In that connection, it must be borne in mind that protection by the sui generis right covers databases
whose creation required a substantial investment. Against that background, Article 7(1) of the directive
prohibits extraction and/or re-utilisation not only of the whole of a database protected by the sui generis
right but also of a substantial part, evaluated qualitatively or quantitatively, of its contents. According to
the 42nd recital of the preamble to the directive, that provision is intended to prevent a situation in which
a user through his acts, causes significant detriment, evaluated qualitatively or quantitatively, to the
investment'. It appears from that recital that the assessment, in qualitative terms, of whether the part at
issue is substantial, must, like the assessment in quantitative terms, refer to the investment in the creation
of the database and the prejudice caused to that investment by the act of extracting or re-utilising that part.
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70. The expression substantial part, evaluated quantitatively', of the contents of a database within the
meaning of Article 7(1) of the directive refers to the volume of data extracted from the database and/or
re-utilised, and must be assessed in relation to the volume of the contents of the whole of that database. If
a user extracts and/or re-utilises a quantitatively significant part of the contents of a database whose
creation required the deployment of substantial resources, the investment in the extracted or re-utilised part
is, proportionately, equally substantial.

71. The expression substantial part, evaluated qualitatively', of the contents of a database refers to the scale
of the investment in the obtaining, verification or presentation of the contents of the subject of the act of
extraction and/or re-utilisation, regardless of whether that subject represents a quantitatively substantial part
of the general contents of the protected database. A quantitatively negligible part of the contents of a
database may in fact represent, in terms of obtaining, verification or presentation, significant human,
technical or financial investment.

72. It must be added that, as the existence of the sui generis right does not, according to the 46th recital
of the preamble to the directive, give rise to the creation of a new right in the works, data or materials
themselves, the intrinsic value of the materials affected by the act of extraction and/or re-utilisation does
not constitute a relevant criterion for the assessment of whether the part at issue is substantial.

73. It must be held that any part which does not fulfil the definition of a substantial part, evaluated both
quantitatively and qualitatively, falls within the definition of an insubstantial part of the contents of a
database.

74. In that regard, it appears from the order for reference that the materials displayed on William Hill's
internet sites, which derive from the BHB database, represent only a very small proportion of the whole of
that database, as stated in paragraph 19 of this judgment. It must therefore be held that those materials do
not constitute a substantial part, evaluated quantitatively, of the contents of that database.

75. According to the order for reference, the information published by William Hill concerns only the
following aspects of the BHB database: the names of all the horses running in the race concerned, the
date, the time and/or the name of the race and the name of the racecourse, as also stated in paragraph 19
of this judgment.

76. In order to assess whether those materials represent a substantial part, evaluated qualitatively, of the
contents of the BHB database, it must be considered whether the human, technical and financial efforts put
in by the maker of the database in obtaining, verifying and presenting those data constitute a substantial
investment.

77. BHB and Others submit, in that connection, that the data extracted and re-utilised by William Hill are
of crucial importance because, without lists of runners, the horse races could not take place. They add that
those data represent a significant investment, as demonstrated by the role played by a call centre
employing more than 30 operators.

78. However, it must be observed, first, that the intrinsic value of the data affected by the act of
extraction and/or re-utilisation does not constitute a relevant criterion for assessing whether the part in
question is substantial, evaluated qualitatively. The fact that the data extracted and re-utilised by William
Hill are vital to the organisation of the horse races which BHB and Others are responsible for organising
is thus irrelevant to the assessment whether the acts of William Hill concern a substantial part of the
contents of the BHB database.

79. Next, it must be observed that the resources used for the creation as such of the materials included in
a database cannot be taken into account in assessing whether the investment in the creation
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of that database was substantial, as stated in paragraphs 31 to 33 of this judgment.

80. The resources deployed by BHB to establish, for the purposes of organising horse races, the date, the
time, the place and/or name of the race, and the horses running in it, represent an investment in the
creation of materials contained in the BHB database. Consequently, and if, as the order for reference
appears to indicate, the materials extracted and re-utilised by William Hill did not require BHB and Others
to put in investment independent of the resources required for their creation, it must be held that those
materials do not represent a substantial part, in qualitative terms, of the BHB database.

81. That being so, there is thus no need to reply to the first question referred. The change made by the
person making the extraction and re-utilisation to the arrangement or the conditions of individual
accessibility of the data affected by that act cannot, in any event, have the effect of transforming a part of
the contents of the database at issue which is not substantial into a substantial part.

82. In the light of the foregoing, the fourth, fifth and sixth questions referred should be answered as
follows:

- The expression substantial part, evaluated... quantitatively, of the contents of [a] database' in Article 7 of
the directive refers to the volume of data extracted from the database and/or re-utilised and must be
assessed in relation to the total volume of the contents of the database.

- The expression substantial part, evaluated qualitatively... of the contents of [a] database' refers to the
scale of the investment in the obtaining, verification or presentation of the contents of the subject of the
act of extraction and/or re-utilisation, regardless of whether that subject represents a quantitatively
substantial part of the general contents of the protected database.

- Any part which does not fulfil the definition of a substantial part, evaluated both quantitatively and
qualitatively, falls within the definition of an insubstantial part of the contents of a database.

The 10th question, concerning the scope of the prohibition laid down by Article 7(5) of the directive

83. By its 10th question, the referring court seeks to know what type of act is covered by the prohibition
laid down by Article 7(5) of the directive. It also seeks to know whether acts such as those carried out by
William Hill are covered by that prohibition.

84. On that point, it appears from Article 8(1) and from the 42nd recital of the preamble to the directive
that, as a rule, the maker of a database cannot prevent a lawful user of that database from carrying out
acts of extraction and re-utilisation of an insubstantial part of its contents. Article 7(5) of the directive,
which authorises the maker of the database to prevent such acts under certain conditions, thus provides for
an exception to that general rule.

85. Common Position (EC) No 20/95 adopted by the Council on 10 July 1995 (OJ 1995 C 288, p. 14)
states, under point 14 of the Council's statement of reasons: to ensure that the lack of protection of the
insubstantial parts does not lead to their being repeatedly and systematically extracted and/or re-utilised,
paragraph 5 of this article in the common position introduces a safeguard clause'.

86. It follows that the purpose of Article 7(5) of the directive is to prevent circumvention of the
prohibition in Article 7(1) of the directive. Its objective is to prevent repeated and systematic extractions
and/or re-utilisations of insubstantial parts of the contents of a database, the cumulative effect of which
would be to seriously prejudice the investment made by the maker of the database just as the extractions
and/or re-utilisations referred to in Article 7(1) of the directive would.

87. The provision therefore prohibits acts of extraction made by users of the database which, because of
their repeated and systematic character, would lead to the reconstitution of the database as a whole or, at
the very least, of a substantial part of it, without the authorisation of the maker

© An extract from a JUSTIS database



62002J0203 European Court reports 2004 Page I-10415 15

of the database, whether those acts were carried out with a view to the creation of another database or in
the exercise of an activity other than the creation of a database.

88. Similarly, Article 7(5) of the directive prohibits third parties from circumventing the prohibition on
re-utilisation laid down by Article 7(1) of the directive by making insubstantial parts of the contents of the
database available to the public in a systematic and repeated manner.

89. Under those circumstances, acts which conflict with a normal exploitation of [a] database or which
unreasonably prejudice the legitimate interests of the maker of the database' refer to unauthorised actions
for the purpose of reconstituting, through the cumulative effect of acts of extraction, the whole or a
substantial part of the contents of a database protected by the sui generis right and/or of making available
to the public, through the cumulative effect of acts of re-utilisation, the whole or a substantial part of the
contents of such a database, which thus seriously prejudice the investment made by the maker of the
database.

90. In the case in the main proceedings, it is clear, in the light of the information given in the order for
reference, that the acts of extraction and re-utilisation carried out by William Hill concern insubstantial
parts of the BHB database, as stated in paragraphs 74 to 80 of this judgment. According to the order for
reference, they are carried out on the occasion of each race held. They are thus of a repeated and
systematic nature.

91. However, such acts are not intended to circumvent the prohibition laid down in Article 7(1) of the
directive. There is no possibility that, through the cumulative effect of its acts, William Hill might
reconstitute and make available to the public the whole or a substantial part of the contents of the BHB
database and thereby seriously prejudice the investment made by BHB in the creation of that database.

92. It must be pointed out in that connection that, according to the order for reference, the materials
derived from the BHB database which are published daily on William Hill's internet sites concern only the
races for that day and are limited to the information mentioned in paragraph 19 of this judgment.

93. As explained in paragraph 80 of this judgment, it appears from the order for reference that the
presence, in the database of the claimants, of the materials affected by William Hill's actions did not
require investment by BHB and Others independent of the resources used for their creation.

94. It must therefore be held that the prohibition in Article 7(5) of the directive does not cover acts such
as those of William Hill.

95. In the light of the foregoing, the answer to the 10th question must be that the prohibition laid down
by Article 7(5) of the directive refers to unauthorised acts of extraction or re-utilisation the cumulative
effect of which is to reconstitute and/or make available to the public, without the authorisation of the
maker of the database, the whole or a substantial part of the contents of that database and thereby
seriously prejudice the investment by the maker.

96. Against that background, it is not necessary to reply to the 11th question referred.
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Judgment of the Court (Grand Chamber)
of 9 November 2004

Fixtures Marketing Ltd v Svenska Spel AB. Reference for a preliminary ruling: Högsta domstolen
- Sweden. Directive 96/9/EC - Legal protection of databases - Sui generis right - Definition of

investment in the obtaining, verification or presentation of the contents of a database - Football
fixture lists - Betting. Case C-338/02.

In Case C-338/02,

REFERENCE for a preliminary ruling under Article 234 EC,

from the Högsta domstolen (Sweden), by decision of

10 September 2002

, received at the Court on

23 September 2002

, in the proceedings

Fixtures Marketing Ltd

v

Svenska Spel AB,

THE COURT (Grand Chamber),

composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and K. Lenaerts (Rapporteur),
Presidents of Chambers, J.-P. Puissochet, R. Schintgen, N. Colneric and J.N. Cunha Rodrigues, Judges,

Advocate General: C. Stix-Hackl,

Registrars: M. Mugica Arzamendi and M.-F. Contet, Principal Administrators,

having regard to the written procedure and further to the hearing on 30 March 2004,

after considering the observations submitted on behalf of:

- Fixtures Marketing Ltd, by J. Ågren, advokat,

- Svenska Spel AB, by M. Broomé and S. Widmark, advokater,

- the Belgian Government, by A. Snoecx, acting as Agent, and P. Vlaemminck, advocaat,

- the German Government, by W.-D. Plessing, acting as Agent,

- the Netherlands Government, by S. Terstal, acting as Agent,

- the Portuguese Government, by A.P. Matos Barros and L. Fernandes, acting as Agents,

- the Finnish Government, by E. Bygglin and T. Pynnä, acting as Agents,

- the Commission of the European Communities, by C. Tufvesson and K. Banks, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on

8 June 2004,

gives the following

Judgment

Costs
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39. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Grand Chamber) rules as follows:

The expression investment in... the obtaining... of the contents' of a database in Article 7(1) of Directive
96/9/EC of the European Parliament and of the Council of 11 March 1996 on the legal protection of
databases must be understood to refer to the resources used to seek out existing independent materials and
collect them in the database. It does not cover the resources used for the creation of materials which make
up the contents of a database. In the context of drawing up a fixture list for the purpose of organising
football league fixtures, therefore, it does not cover the resources used to establish the dates, times and the
team pairings for the various matches in the league.

1. This reference for a preliminary ruling concerns the interpretation of the provisions of Directive 96/9/EC
of the European Parliament and of the Council of 11 March 1996 on the legal protection of databases (OJ
1996 L 77, p. 20, the directive').

2. The reference was made in the course of proceedings brought by Fixtures Marketing Limited (Fixtures')
against Svenska Spel AB (Svenska Spel'). The litigation arose over the use by Svenska Spel, for the
purpose of organising betting games, of information taken from the fixture lists for the English and
Scottish football leagues.

Legal background

The Community legislation

3. The directive, according to Article 1(1) thereof, concerns the legal protection of databases in any form.
A database is defined, in Article 1(2) of the directive, as a collection of independent works, data or other
materials arranged in a systematic or methodical way and individually accessible by electronic or other
means'.

4. Article 3 of the directive provides for copyright protection for databases which, by reason of the
selection or arrangement of their contents, constitute the author's own intellectual creation'.

5. Article 7 of the directive provides for a sui generis right in the following terms:

Object of protection

1. Member States shall provide for a right for the maker of a database which shows that there has been
qualitatively and/or quantitatively a substantial investment in either the obtaining, verification or
presentation of the contents to prevent extraction and/or re-utilisation of the whole or of a substantial part,
evaluated qualitatively and/or quantitatively, of the contents of that database.

2. For the purposes of this Chapter:

(a) extraction shall mean the permanent or temporary transfer of all or a substantial part of the contents of
a database to another medium by any means or in any form;

(b) re-utilisation shall mean any form of making available to the public all or a substantial part of the
contents of a database by the distribution of copies, by renting, by on-line or other forms of
transmission. The first sale of a copy of a database within the Community by the rightholder or with
his consent shall exhaust the right to control resale of that copy within the Community.

Public lending is not an act of extraction or re-utilisation.

3. The right referred to in paragraph 1 may be transferred, assigned or granted under contractual
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licence.

4. The right provided for in paragraph 1 shall apply irrespective of the eligibility of that database for
protection by copyright or by other rights. Moreover, it shall apply irrespective of eligibility of the
contents of that database for protection by copyright or by other rights. Protection of databases under the
right provided for in paragraph 1 shall be without prejudice to rights existing in respect of their content.

5. The repeated and systematic extraction and/or re-utilisation of insubstantial parts of the contents of the
database implying acts which conflict with a normal exploitation of that database or which unreasonably
prejudice the legitimate interests of the maker of the database shall not be permitted.'

The national legislation

6. The protection of databases is governed, in Swedish law, by the lagen (1960:729) om upphovsrätt till
litterära och konstnärliga verk (law on copyright over literary and artistic works, the 1960 law').

7. Under Paragraph 49(1) of the 1960 law, as amended by law 1997:790, implementing the directive in
Swedish law (the 1997 law), the maker of a catalogue, a table or similar work in which a large quantity
of data has been collected or which is the result of substantial investment has an exclusive right to
produce copies of the work and provide public access to it.

8. The 1960 law contains no provision equivalent to Article 7(5) of the directive. However, according to
the travaux préparatoires for the 1997 law, Paragraph 49 of the 1960 law protects the work itself or a
substantial part of it, and, accordingly, the exclusive right does not cover copies of specific data which
form part of the work nor does it cover insubstantial parts of that work. However, according to those
travaux préparatoires, a repeated use of insubstantial parts of a work may be regarded as amounting to use
of a substantial part of the work.

The main proceedings and the questions referred for a preliminary ruling

9. In England professional football is organised by the Football Association Premier League Ltd and the
Football League Ltd and in Scotland by the Scottish Football League. Fixture lists have to be drawn up
for the matches to be played in the various divisions during the season, that is to say, about 2 000
matches per season in England and 700 matches per season in Scotland. The data are stored electronically
and published inter alia in printed booklets, both chronologically and by reference to each team
participating.

10. Work on the preparation of the fixture lists begins a year before the start of the season concerned.

11. The organisers of English and Scottish football retained Football Fixtures Limited to handle the
exploitation of the fixture lists through licensing. FFF ixtures was assigned the right to represent the
holders of the intellectual property rights in those fixture lists.

12. In Sweden Svenska Spel operates pools games in which bets can be placed on the results of football
matches in inter alia the English and Scottish football leagues. For the purposes of those games it
reproduces data concerning those matches on pools coupons.

13. In February 1999 Fixtures, having first unsuccessfully offered Svenska Spel a licence to use the data
in return for payment of a fee, brought an action against Svenska Spel before Gotlands tingsrätt (District
Court, Gotland, Sweden), claiming reasonable compensation for the use of data from the fixture lists for
the English and Scottish football leagues during the period from 1 January 1998 to 16 May 1999. In
support of its action, Fixtures submitted that the databases containing data concerning the fixture lists were
protected under Paragraph 49 of the 1960 law and that the use by Svenska Spel of data from those fixture
lists constituted a breach of the intellectual property
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rights of the football leagues.

14. By its judgment of 11 April 2000 the Tingsrätt dismissed Fixture's case, ruling that although the
fixture lists were covered by catalogue protection since they constituted the result of a substantial
investment, Svenska Spel's use of the data from the fixture lists did not entail any infringement of the
rights of Fixtures.

15. On appeal, the Svea hovrätt (Svea Court of Appeal, Sweden), by judgment of 3 May 2001, upheld the
judgment at first instance. The Hovrätt did not expressly rule on the question whether fixture lists are
protected under Paragraph 49 of the1960 law, but held that it was not proven that the data on Svenska
Spel's pools coupons had been extracted from the databases of the football leagues.

16. Fixtures appealed before the Högsta domstolen, seeking to have the judgment on appeal set aside.

17. Pointing out that Paragraph 49 of the 1960 law, as amended by the 1997 law, must, as an
implementing measure, be interpreted in the light of the directive, the Högsta domstolen observes that the
directive does not make clear whether, and if so, to what extent, the purpose of the database should be
ascribed importance in determining whether it is protected under a sui generis right. It also raises the
question of what sort of human or financial investment can be taken into account in assessing whether
investment is substantial. In addition, it raises the question of the interpretation of the expressions
extraction and/or re-utilisation of the whole or a substantial part' of the database and normal exploitation'
and unreasonable prejudice' in the case of extraction and/or re-utilisation of insubstantial parts of the
database.

18. Against that background, the Högsta domstolen decided to stay proceedings and to refer the following
questions to the Court for a preliminary ruling:

1. In assessing whether a database is the result of a substantial investment within the meaning of Article
7(1) of the directive can the maker of a database be credited with an investment primarily intended to
create something which is independent of the database and which thus does not merely concern the
obtaining, verification or presentation of the contents of the database? If so, does it make any difference if
the investment or part of it nevertheless constitutes a prerequisite for the database?

2. Does a database enjoy protection under the database directive only in respect of activities covered by
the objective of the database maker in creating the database?

3. What do the terms a substantial part, evaluated qualitatively and/or quantitatively, of the contents of that
database in Article 7(1) mean?

4. Is the directive's protection under Article 7(1) and Article 7(5) against extraction and/or re-utilisation of
the contents of a database limited to such use as entails a direct exploitation of the base or does the
protection also cover use in cases where the contents are available from another source (second-hand) or
are generally accessible?

5. How should the terms normal exploitation and unreasonably prejudice in Article 7(5) be interpreted?'

The questions referred

19. As a preliminary point, it must be borne in mind that the protection provided for by Paragraph 49(1)
of the 1960 law, as amended by the 1997 law, requires the existence of a catalogue, a table or similar
work in which a large quantity of data has been collected or which is the result of substantial investment'.

20. According to the order for reference, the Högsta domstolen does not consider that the football fixture
lists at issue constitute a catalogue of a large quantity of data' within the meaning of the above provision,
which explains why it seeks clarification, by its first question, of the term
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substantial investment' as it must be interpreted under Article 7(1) of the directive.

21. By that question, the referring court asks, inter alia, whether investment by the maker of a database in
the creation as such of data must be taken into account in assessing whether there was substantial
investment in the obtaining, verification or presentation of the contents of a database. It also seeks to
know whether the directive is intended to protect a database which is derived from a principal activity
which necessarily entails the creation of data.

22. Article 7(1) of the directive reserves the protection of the sui generis right to databases which meet a
specific criterion, namely to those which show that there has been qualitatively and/or quantitatively a
substantial investment in the obtaining, verification or presentation of their contents.

23. Under the 9th, 10th and 12th recitals of the preamble to the directive, its purpose is to promote and
protect investment in data storage' and processing' systems which contribute to the development of an
information market against a background of exponential growth in the amount of information generated
and processed annually in all sectors of activity. It follows that the expression investment in... the
obtaining, verification or presentation of the contents' of a database must be understood, generally, to refer
to investment in the creation of that database as such.

24. Against that background, the expression investment in... the obtaining ... of the contents' of a database
must, as Svenska Spel and the German, Netherlands and Portuguese Governments point out, be understood
to refer to the resources used to seek out existing independent materials and collect them in the database,
and not to the resources used for the creation as such of independent materials. As Svenska Spel and the
German Government point out, the purpose of the protection by the sui generis right provided for by the
directive is to promote the establishment of storage and processing systems for existing information and
not the creation of materials capable of being collected subsequently in a database.

25. That interpretation is backed up by the 39th recital of the preamble to the directive, according to
which the aim of the sui generis right is to safeguard the results of the financial and professional
investment made in obtaining and collection of the contents' of a database. As the Advocate General points
out in points 51 to 56 of her Opinion, despite slight variations in wording, all the language versions of the
39th recital support an interpretation which excludes the creation of the materials contained in a database
from the definition of obtaining.

26. The 19th recital of the preamble to the directive, according to which the compilation of several
recordings of musical performances on a CD does not represent a substantial enough investment to be
eligible under the sui generis right, provides an additional argument in support of that interpretation.
Indeed, it appears from that recital that the resources used for the creation as such of works or materials
included in the database, in this case on a CD, cannot be deemed equivalent to investment in the obtaining
of the contents of that database and cannot, therefore, be taken into account in assessing whether the
investment in the creation of the database was substantial.

27. The expression investment in... the... verification... of the contents' of a database must be understood to
refer to the resources used, with a view to ensuring the reliability of the information contained in that
database, to monitor the accuracy of the materials collected when the database was created and during its
operation. The expression investment in... the... presentation of the contents' of the database concerns, for
its part, the resources used for the purpose of giving the database its function of processing information,
that is to say those used for the systematic or methodical arrangement of the materials contained in that
database and the organisation of their individual accessibility.

28. Investment in the creation of a database may consist in the deployment of human, financial
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or technical resources but it must be substantial in quantitative or qualitative terms. The quantitative
assessment refers to quantifiable resources and the qualitative assessment to efforts which cannot be
quantified, such as intellectual effort or energy, according to the 7th, 39th and 40th recitals of the
preamble to the directive.

29. In that light, the fact that the creation of a database is linked to the exercise of a principal activity in
which the person creating the database is also the creator of the materials contained in the database does
not, as such, preclude that person from claiming the protection of the sui generis right, provided that he
establishes that the obtaining of those materials, their verification or their presentation, in the sense
described in paragraphs 24 to 27 of this judgment, required substantial investment in quantitative or
qualitative terms, which was independent of the resources used to create those materials.

30. In those circumstances, although the search for data and the verification of their accuracy at the time a
database is created do not require the maker of that database to use particular resources because the data
are those he created and are available to him, the fact remains that the collection of those data, their
systematic or methodical arrangement in the database, the organisation of their individual accessibility and
the verification of their accuracy throughout the operation of the database may require substantial
investment in quantitative and/or qualitative terms within the meaning of Article 7(1) of the directive.

31. In the case in the main proceedings, the resources deployed for the purpose of determining, in the
course of arranging the football league fixtures, the dates and times of and home and away teams playing
in the various matches represent, as Svenska Spel and the Belgian, German and Portuguese Governments
submit, an investment in the creation of the fixture list. Such an investment, which relates to the
organisation as such of the leagues is linked to the creation of the data contained in the database at issue,
in other words those relating to each match in the various leagues. It cannot, therefore, be taken into
account under Article 7(1) of the directive.

32. Accordingly, it must be ascertained, leaving aside the investment referred to in the previous paragraph,
whether the obtaining, verification or presentation of the contents of a list of football fixtures constitutes a
substantial investment in qualitative or quantitative terms.

33. Finding and collecting the data which make up a football fixture list do not require any particular
effort on the part of the professional leagues. As Fixtures itself points out in its observations, those
activities are indivisibly linked to the creation of those data, in which the leagues participate directly as
those responsible for the organisation of football league fixtures. Obtaining the contents of a football
fixture list thus does not require any investment independent of that required for the creation of the data
contained in that list.

34. The professional football leagues do not need to put any particular effort into monitoring the accuracy
of the data on league matches when the list is made up because those leagues are directly involved in the
creation of those data. The verification of the accuracy of the contents of fixture lists during the season
simply involves, according to the observations made by Fixtures, adapting certain data in those lists to
take account of any postponement of a match or fixture date decided on by or in collaboration with the
leagues. Such verification cannot, therefore, be regarded as requiring substantial investment.

35. The presentation of a football fixture list, too, is closely linked to the creation as such of the data
which make up the list, as is confirmed by the absence of any mention in the order for reference of work
or resources specifically invested in such presentation. It cannot therefore be considered to require
investment independent of the investment in the creation of its constituent data.
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36. It follows that neither the obtaining, nor the verification nor yet the presentation of the contents of a
football fixture list attests to substantial investment which could justify protection by the sui generis right
provided for by Article 7 of the directive.

37. In the light of the foregoing, the answer to the first question referred should be that the expression
investment in... the obtaining ... of the contents' of a database as defined in Article 7(1) of the directive
must be understood to refer to the resources used to seek out existing independent materials and collect
them in the database. It does not cover the resources used for the creation of materials which make up the
contents of a database. In the context of drawing up a fixture list for the purpose of organising football
league fixtures, therefore, it does not cover the resources used to establish the dates, times and the team
pairings for the various matches in the league.

38. In the light of the foregoing, there is no need to reply to the other questions referred.
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composed of: V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and K. Lenaerts (Rapporteur),
Presidents of Chambers, J.-P. Puissochet, R. Schintgen, N. Colneric and J.N. Cunha Rodrigues, Judges,

Advocate General: C. Stix-Hackl,

Registrars: M. Mugica Arzamendi and M.-F. Contet, Principal Administrators,

having regard to the written procedure and further to the hearing on 30 March 2004,

after considering the observations submitted on behalf of:

- Fixtures Marketing Ltd, by K. Giannakopoulos, dikigoros,

- Organismos prognostikon agonon podosfairou AE, by F. Christodoulou, K. Christodoulou, A. Douzas, L.
Maravelis and C. Pampoukis, dikigoroi,

- the Greek Government, by E. Mamouna and I. Bakopoulos and V. Kyriazopoulos, acting as agents,

- the Belgian Government, by A. Snoecx, acting as agent, and P. Vlaemminck, advocaat,

- the Austrian Government, by E. Riedl, acting as agent,

- the Portuguese Government, by L. Fernandes and A.P. Matos Barros, acting as agents,

- the Finnish Government, by T. Pynnä, acting as agent,

- the Commission of the European Communities, by K. Banks and M. Patakia, acting as Agents,

after hearing the Opinion of the Advocate General at the sitting on

8 June 2004,

gives the following

Judgment
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Costs

55. Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.

On those grounds, the Court (Grand Chamber) rules as follows:

The term database as defined in Article 1(2) of Directive 96/9/EC of the European Parliament and of the
Council of 11 March 1996 on the legal protection of databases refers to any collection of works, data or
other materials, separable from one another without the value of their contents being affected, including a
method or system of some sort for the retrieval of each of its constituent materials.

A fixture list for a football league such as that at issue in the case in the main proceedings constitutes a
database within the meaning of Article 1(2) of Directive 96/9.

The expression investment in... the obtaining... of the contents' of a database in Article 7(1) of Directive
96/9 must be understood to refer to the resources used to seek out existing independent materials and
collect them in the database. It does not cover the resources used for the creation of materials which make
up the contents of a database. In the context of drawing up a fixture list for the purpose of organising
football league fixtures, therefore, it does not cover the resources used to establish the dates, times and the
team pairings for the various matches in the league.

1. This reference for a preliminary ruling concerns the interpretation of the provisions of Directive 96/9/EC
of the European Parliament and of the Council of 11 March 1996 on the legal protection of databases (OJ
1996 L 77, p. 20, the directive').

2. The reference was made in the course of proceedings brought by Fixtures Marketing Limited (Fixtures')
against Organismos Prognostikon Agonon Pododfairou AE (OPAP'). The litigation arose over the use by
OPAP, for the purpose of organising betting games, of information taken from the fixture lists for the
English and Scottish football leagues.

Legal background

3. The directive, according to Article 1(1) thereof, concerns the legal protection of databases in any form.
A database is defined, in Article 1(2) of the directive, as a collection of independent works, data or other
materials arranged in a systematic or methodical way and individually accessible by electronic or other
means'.

4. Article 3 of the directive provides for copyright protection for databases which, by reason of the
selection or arrangement of their contents, constitute the author's own intellectual creation'.

5. Article 7 of the directive provides for a sui generis right in the following terms:

Object of protection

1. Member States shall provide for a right for the maker of a database which shows that there has been
qualitatively and/or quantitatively a substantial investment in either the obtaining, verification or
presentation of the contents to prevent extraction and/or re-utilisation of the whole or of a substantial part,
evaluated qualitatively and/or quantitatively, of the contents of that database.

2. For the purposes of this Chapter:

(a) extraction shall mean the permanent or temporary transfer of all or a substantial part of the contents of
a database to another medium by any means or in any form;
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(b) re-utilisation shall mean any form of making available to the public all or a substantial part of the
contents of a database by the distribution of copies, by renting, by on-line or other forms of
transmission. The first sale of a copy of a database within the Community by the rightholder or with
his consent shall exhaust the right to control resale of that copy within the Community.

Public lending is not an act of extraction or re-utilisation.

3. The right referred to in paragraph 1 may be transferred, assigned or granted under contractual licence.

4. The right provided for in paragraph 1 shall apply irrespective of the eligibility of that database for
protection by copyright or by other rights. Moreover, it shall apply irrespective of eligibility of the
contents of that database for protection by copyright or by other rights. Protection of databases under the
right provided for in paragraph 1 shall be without prejudice to rights existing in respect of their content.

5. The repeated and systematic extraction and/or re-utilisation of insubstantial parts of the contents of the
database implying acts which conflict with a normal exploitation of that database or which unreasonably
prejudice the legitimate interests of the maker of the database shall not be permitted.'

6. The directive was implemented in Greek law by Law No 2819/2000 (FEK A' 84/15-3-2000).

The main proceedings and the questions referred for a preliminary ruling

7. According to the order for reference, the organisers of English and Scottish league football retained a
company, Football Fixtures Limited, to handle the exploitation of the fixture lists outside the United
Kingdom through licensing. Fixtures was assigned the right to represent the holders of the intellectual
property rights in those fixture lists.

8. In Greece, OPAP has a monopoly on the organisation of gambling. In its activities it uses information
from the fixture lists for the English and Scotttish football leagues.

9. Fixtures brought an action against OPAP before the Monomeles Protodikio Athinon on the ground that
OPAP's practices were precluded by the sui generis right it held under Article 7 of the directive.

10. In the light of the problems of interpretation of the directive, the Monomeles Protodikio Athinon
decided to stay proceedings and refer the following questions to the Court for a preliminary ruling:

1. What is the definition of database and what is the scope of Directive 96/9/EC and in particular Article
7 thereof which concerns the sui generis right?

2. In the light of the definition of the scope of the directive, do lists of football fixtures enjoy protection
as databases over which there is a sui generis right in favour of the maker and under what conditions?

3. How exactly is the database right infringed and is it protected in the event of rearrangement of the
contents of the database?'

The questions referred

Admissibility

11. The Finnish Government disputes the admissibility of the request for a preliminary ruling. It maintains
that the order for reference is marred by insufficient detail of the legal and factual background to the main
proceedings, which is liable to prevent the Court from giving a proper answer to the questions asked and
the Member States from submitting relevant observations on those questions.
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12. It must be recalled that according to settled case-law, the need to provide an interpretation of
Community law which will be of use to the national court makes it necessary that the national court
define the factual and legal context of the questions it is asking or, at the very least, explain the factual
circumstances on which those questions are based (Case C-67/96 Albany [1999] ECR I-5751, paragraph
39).

13. The information provided in orders for reference must not only be such as to enable the Court to reply
usefully but must also enable the governments of the Member States and other interested parties to submit
observations pursuant to Article 23 of the Statute of the Court of Justice. It is the Court's duty to ensure
that that possibility is safeguarded, bearing in mind that, by virtue of the abovementioned provision, only
the orders for reference are notified to the interested parties (Albany , cited above, paragraph 40).

14. In the present case, it appears from the observations submitted by the parties to the main proceedings
and by the governments of the Member States pursuant to Article 23 of the Statute of the Court of
Justice, that the information given in the order for reference enabled them to understand that the dispute
arose over the use by OPAP, for the purpose of organising sporting bets, of information from the fixture
lists prepared by the professional football leagues and that, against that background, the referring court has
raised questions about the term database as defined in Article 1(2) of the directive and of the scope and
extent of the sui generis right provided for by Article 7 of the directive.

15. Moreover, the order for reference gives details of the relationship between the football leagues
concerned, Football Fixtures Limited and Fixtures, which shed light on the basis on which the latter claims
the protection of the sui generis right in the litigation in the main proceedings.

16. Furthermore, the information provided by the national court gives the Court of Justice sufficient
knowledge of the factual and legislative context of the main proceedings to enable it to interpret the
Community rules which are relevant to the situation which forms the subject-matter of the dispute.

17. It follows that the request for a preliminary ruling is admissible.

The merits

The term database as defined in Article 1(2) of the directive

18. The referring court asks, first, in its first two questions, what the term database as defined in Article
1(2) of the directive covers and whether football fixture lists fall within that definition.

19. A database in the terms of the directive is defined in Article 1(2) as a collection of independent
works, data or other materials arranged in a systematic or methodical way and individually accessible by
electronic or other means'.

20. As both Fixtures and the Commission submit, there are several indications of the intention of the
Community legislature to give the term database as defined in the directive, a wide scope, unencumbered
by considerations of a formal, technical or material nature.

21. For instance, according to Article 1(1) of the directive, it concerns the legal protection of databases in
any form'.

22. Although the proposal for a Council Directive on the legal protection of databases (OJ 1992 C 156, p.
4), presented by the Commission on 15 April 1992 concerned exclusively electronic databases according to
the definition of database contained in Article 1(1) of that proposal for a Directive, it was agreed in the
course of the legislative process, that protection under this Directive should be extended to cover
non-electronic databases', according to the 14th recital of the preamble to the directive.
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23. According to the 17th recital of the preamble to the directive, the term database should be understood
to include literary, artistic, musical or other collections of works or collections of other material such as
texts, sound, images, numbers, facts, and data'. The fact that the data or information at issue relate to a
sporting activity thus does not preclude the database from being recognised as such in the terms of the
directive.

24. Whereas, in its opinion of 23 June 1993 on the Commission proposal for a Council directive on the
legal protection of databases (OJ 1993 C 194, p. 144), the European Parliament had suggested defining a
database as a collection of a large number' of data, works or other materials, that condition no longer
appears in the definition in Article 1(2) of the directive.

25. For the purposes of determining whether there is a database within the meaning of the directive, it is
irrelevant whether the collection is made up of materials from a source or sources other than the person
who constitutes that collection, materials created by that person himself or materials falling within both
those categories.

26. Contrary to the contentions of the Greek and Portuguese Governments, nothing in the directive points
to the conclusion that a database must be its maker's own intellectual creation to be classified as such. As
the Commission points out, the criterion of originality is only relevant to the assessment whether a
database qualifies for the copyright protection provided for by Chapter II of the directive, as is clear from
Article 3(1) and from the 15th and 16th recitals of the preamble to the directive.

27. Against the background of a wide interpretation various aspects of the directive demonstrate that the
term database within the meaning thereof is more specifically defined in terms of its function.

28. A reading of the recitals of the preamble to the directive reveals that, given the exponential growth, in
the Community and worldwide, in the amount of information generated and processed annually in all
sectors of commerce and industry' as the 10th recital states, the legal protection provided by the directive
is intended to encourage the development of systems performing a function of storage' and processing' of
information, according to the 10th and 12th recitals.

29. Thus, classification as a database is dependent, first of all, on the existence of a collection of
independent' materials, that is to say, materials which are separable from one another without their
informative, literary, artistic, musical or other value being affected. On that basis, a recording of an
audiovisual, cinematographic, literary or musical work as such does not fall within the scope of the
directive, according to the 17th recital of the preamble to the directive.

30. Classification of a collection as a database then requires that the independent materials making up that
collection be systematically or methodically arranged and individually accessible in one way or another.
While it is not necessary for the systematic or methodical arrangement to be physically apparent, according
to the 21st recital, that condition implies that the collection should be contained in a fixed base, of some
sort, and include technical means such as electronic, electromagnetic or electro-optical processes, in the
terms of the 13th recital of the preamble to the directive, or other means, such as an index, a table of
contents, or a particular plan or method of classification, to allow the retrieval of any independent material
contained within it.

31. That second condition makes it possible to distinguish a database within the meaning of the directive,
characterised by a means of retrieving each of its constituent materials, from a collection of materials
providing information without any means of processing the individual materials which make it up.

32. It follows from the above analysis that the term database as defined in Article 1(2) of the directive
refers to any collection of works, data or other materials, separable from one another without the value of
their contents being affected, including a method or system of some sort for
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the retrieval of each of its constituent materials.

33. In the case in the main proceedings, the date and the time of and the identity of the two teams
playing in both home and away matches are covered by the concept of independent materials within the
meaning of Article 1(2) of the directive in that they have autonomous informative value.

34. Although it is true that the interest of a football league lies in the overall result of the various matches
in that league, the fact remains that the data concerning the date, the time and the identity of the teams in
a particular match have an independent value in that they provide interested third parties with relevant
information.

35. The compilation of dates, times and names of teams relating to the various fixtures in a football league
is, accordingly, a collection of independent materials. The arrangement, in the form of a fixture list, of the
dates, times and names of teams in those various football matches meets the conditions as to systematic or
methodical arrangement and individual accessibility of the constituent materials of that collection. The fact,
raised by the Greek and Austrian Governments, that lots are drawn to decide the pairing of the teams is
not such as to call into question the above analysis.

36. It follows that a fixture list for a football league such as that at issue in the case in the main
proceedings constitutes a database within the meaning of Article 1(2) of the directive.

The scope of the sui generis right

37. The referring court goes on, in its first two questions, to seek the Court's view of the scope of the
protection afforded by the sui generis right in circumstances such as those of the case in the main
proceedings.

38. Article 7(1) of the directive reserves the protection of the sui generis right to databases which meet a
specific criterion, namely to those which show that there has been qualitatively and/or quantitatively a
substantial investment in the obtaining, verification or presentation of their contents.

39. Under the 9th, 10th and 12th recitals of the preamble to the directive, its purpose, as OPAP and the
Greek Government point out, is to promote and protect investment in data storage' and processing' systems
which contribute to the development of an information market against a background of exponential growth
in the amount of information generated and processed annually in all sectors of activity. It follows that the
expression investment in... the obtaining, verification or presentation of the contents' of a database must be
understood, generally, to refer to investment in the creation of that database as such.

40. Against that background, the expression investment in... the obtaining ... of the contents' of a database
must, as OPAP and the Belgian, Austrian and Portuguese Governments point out, be understood to refer to
the resources used to seek out existing independent materials and collect them in the database, and not to
the resources used for the creation as such of independent materials. The purpose of the protection by the
sui generis right provided for by the directive is to promote the establishment of storage and processing
systems for existing information and not the creation of materials capable of being collected subsequently
in a database.

41. That interpretation is backed up by the 39th recital of the preamble to the directive, according to
which the aim of the sui generis right is to safeguard the results of the financial and professional
investment made in obtaining and collection of the contents' of a database. As the Advocate General points
out in points 67 to 72 of her Opinion, despite slight variations in wording, all the language versions of the
39th recital support an interpretation which excludes the creation of the materials contained in a database
from the definition of obtaining.

42. The 19th recital of the preamble to the directive, according to which the compilation of several
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recordings of musical performances on a CD does not represent a substantial enough investment to be
eligible under the sui generis right, provides an additional argument in support of that interpretation.
Indeed, it appears from that recital that the resources used for the creation as such of works or materials
included in the database, in this case on a CD, cannot be deemed equivalent to investment in the obtaining
of the contents of that database and cannot, therefore, be taken into account in assessing whether the
investment in the creation of the database was substantial.

43. The expression investment in... the... verification... of the contents' of a database must be understood to
refer to the resources used, with a view to ensuring the reliability of the information contained in that
database, to monitor the accuracy of the materials collected when the database was created and during its
operation. The expression investment in... the... presentation of the contents' of the database concerns, for
its part, the resources used for the purpose of giving the database its function of processing information,
that is to say those used for the systematic or methodical arrangement of the materials contained in that
database and the organisation of their individual accessibility.

44. Investment in the creation of a database may consist in the deployment of human, financial or
technical resources but it must be substantial in quantitative or qualitative terms. The quantitative
assessment refers to quantifiable resources and the qualitative assessment to efforts which cannot be
quantified, such as intellectual effort or energy, according to the 7th, 39th and 40th recitals of the
preamble to the directive.

45. In that light, the fact that the creation of a database is linked to the exercise of a principal activity in
which the person creating the database is also the creator of the materials contained in the database does
not, as such, preclude that person from claiming the protection of the sui generis right, provided that he
establishes that the obtaining of those materials, their verification or their presentation, in the sense
described in paragraphs 40 to 43 of this judgment, required substantial investment in quantitative or
qualitative terms, which was independent of the resources used to create those materials.

46. In those circumstances, although the search for data and the verification of their accuracy at the time a
database is created do not require the maker of that database to use particular resources because the data
are those he created and are available to him, the fact remains that the collection of those data, their
systematic or methodical arrangement in the database, the organisation of their individual accessibility and
the verification of their accuracy throughout the operation of the database may require substantial
investment in quantitative and/or qualitative terms within the meaning of Article 7(1) of the directive.

47. In the case in the main proceedings, the resources deployed for the purpose of determining, in the
course of arranging the football league fixtures, the dates and times of and home and away teams playing
in the various matches represent, as OPAP and the Belgian, Austrian and Portuguese Governments submit,
an investment in the creation of the fixture list. Such an investment, which relates to the organisation as
such of the leagues is linked to the creation of the data contained in the database at issue, in other words
those relating to each match in the various leagues. It cannot, therefore, be taken into account under
Article 7(1) of the directive.

48. Accordingly, it must be ascertained, leaving aside the investment referred to in the previous paragraph,
whether the obtaining, verification or presentation of the contents of a list of football fixtures constitutes a
substantial investment in qualitative or quantitative terms.

49. Finding and collecting the data which make up a football fixture list do not require any particular
effort on the part of the professional leagues. Those activities are indivisibly linked to the creation of
those data, in which the leagues participate directly as those responsible for the organisation
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of football league fixtures. Obtaining the contents of a football fixture list thus does not require any
investment independent of that required for the creation of the data contained in that list.

50. The professional football leagues do not need to put any particular effort into monitoring the accuracy
of the data on league matches when the list is made up because those leagues are directly involved in the
creation of those data. The verification of the accuracy of the contents of fixture lists during the season
simply involves, according to the observations made by Fixtures, adapting certain data in those lists to
take account of any postponement of a match or fixture date decided on by or in collaboration with the
leagues. Such verification cannot be regarded as requiring substantial investment.

51. The presentation of a football fixture list, too, is closely linked to the creation as such of the data
which make up the list. It cannot therefore be considered to require investment independent of the
investment in the creation of its constituent data.

52. It follows that neither the obtaining, nor the verification nor yet the presentation of the contents of a
football fixture list attests to substantial investment which could justify protection by the sui generis right
provided for by Article 7 of the directive.

53. In the light of the foregoing, the first two questions referred should be answered as follows:

- The term database as defined in Article 1(2) of the directive refers to any collection of works, data or
other materials, separable from one another without the value of their contents being affected, including a
method or system of some sort for the retrieval of each of its constituent materials.

- A fixture list for a football league such as that at issue in the case in the main proceedings constitutes a
database within the meaning of Article 1(2) of the directive.

- The expression investment in... the obtaining... of the contents' of a database as defined in Article 7(1) of
the directive must be understood to refer to the resources used to seek out existing independent materials
and collect them in the database. It does not cover the resources used for the creation of materials which
make up the contents of a database. In the context of drawing up a fixture list for the purpose of
organising football league fixtures, therefore, it does not cover the resources used to establish the dates,
times and the team pairings for the various matches in the league.

54. In the light of the foregoing, there is no need to reply to the third question referred.
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Judgment of the Court (First Chamber)
of 11 January 2001

Commission of the European Communities v Ireland.
Failure of a Member State to fulfil its obligations - Directive 96/9/EC - Failure to implement within

the prescribed period.
Case C-370/99.

Member States Obligations Implementation of directives Failure to fulfil obligations not contested

(Art. 226 EC)

In Case C-370/99,

Commission of the European Communities, represented by K. Banks and M. Desantes, acting as Agents,
with an address for service in Luxembourg,

applicant,

v

Ireland, represented by M.A. Buckley, acting as Agent, with an address for service in Luxembourg,

defendant,

APPLICATION for a declaration that, by failing to adopt the laws, regulations and administrative
provisions necessary to comply with Directive 96/9/EC of the European Parliament and of the Council of
11 March 1996 on the legal protection of databases (OJ 1996 L 77, p. 20), Ireland has failed to fulfil its
obligations under that directive,

THE COURT (First Chamber),

composed of: M. Wathelet, President of the Chamber, P. Jann and L. Sevon (Rapporteur), Judges,

Advocate General: P. Léger,

Registrar: R. Grass,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 19 October 2000,

gives the following

Judgment

1 By application lodged at the Court Registry on 4 October 1999, the Commission of the European
Communities brought an action under Article 226 EC for a declaration that, by failing to adopt the laws,
regulations and administrative provisions necessary to comply with Directive 96/9/EC of the European
Parliament and of the Council of 11 March 1996 on the legal protection of databases (OJ 1996 L 77, p.
20), Ireland has failed to fulfil its obligations under that directive.

2 Under Article 16(1) and (2) of Directive 96/9, Member States were to bring into force the laws,
regulations and administrative provisions necessary to comply with that directive before 1 January 1998
and communicate to the Commission the text of the provisions of domestic law which they had adopted in
the field governed by that directive.

3 Since the Commission had not received any communication of the measures which Ireland was to take
in order to implement Directive 96/9, by letter of 31 March 1998, it gave Ireland formal notice to submit
its observations to it within two months.

4 By letter of 18 May 1998, the Irish authorities replied to that formal notice by referring to
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a Bill which was being finalised and which would implement Directive 96/9.

5 Since it had not received any further information, by letter of 2 October 1998, the Commission sent
Ireland a reasoned opinion requesting it to comply with it within two months of notification of that
opinion.

6 In response to that reasoned opinion, the Irish authorities stated in a letter of 1 December 1998 that the
Bill transposing Directive 96/9 would be enacted shortly, but did not mention a precise date for enactment.
According to that letter, the delay being experienced in transposing that directive was explained by the
substantial legislative work which would be required to provide an effective and modern system of
copyright and related rights.

7 In the absence of any subsequent information about the transposition of Directive 96/9 into Ireland's
domestic legal system, the Commission decided to bring the present action.

8 The Commission recalls Member States' obligations under the third paragraph of Article 189 and Article
5 of the EC Treaty (now the third paragraph of Article 249 EC and Article 10 EC) and under Article 16
of Directive 96/9 and submits that, in breach of those obligations, Ireland has failed to adopt in due time
the measures required to transpose the provisions of that directive into its domestic law.

9 In its defence, and without disputing its failure to transpose Directive 96/9 into its domestic law within
the time-limit prescribed, Ireland contends that, in order to implement the Directive, it has proved
necessary to carry out a complete revision of the copyright legislation, a task which will shortly be
completed. It requests, therefore, that the infringement proceedings be suspended for six months, which
would enable it to adopt the necessary provisions of domestic law. After having examined those
provisions, the Commission would be able to discontinue the proceedings.

10 The Commission, however, opposes that request for suspension of the proceedings, in particular
because of the considerable time Ireland has had to transpose Directive 96/9, since the action was not
commenced until one and a half years after the time-limit for transposition laid down by that directive had
expired. The Commission adds that if it did not act within the normal time-limits laid down by the Court,
it would be failing in its obligations as guardian of the Treaty.

11 For the reasons set out by the Advocate General in points 12 to 15 of his Opinion, the Court finds
that, by failing to adopt the laws, regulations and administrative provisions necessary to comply with
Directive 96/9, Ireland has failed to fulfil its obligations under that directive.

Costs

12 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party's pleadings. Since the Commission has applied for
costs and Ireland has been unsuccessful, the latter must be ordered to pay the costs.

On those grounds,

THE COURT (First Chamber),

hereby:

1. Declares that, by failing to adopt the laws, regulations and administrative provisions necessary to
comply with Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the
legal protection of databases, Ireland has failed to fulfil its obligations under that directive;

2. Orders Ireland to pay the costs.
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Judgment of the Court (First Chamber)
of 13 April 2000

Commission of the European Communities v Grand Duchy of Luxemburg.
Failure by a Member State to fulfil its obligations - Directive 96/9/EC - Non-transposition within the

prescribed period.
Case C-348/99.

Actions for failure to fulfil obligations - Examination of merits by the Court - Situation to be taken into
consideration - Situation at the end of the period laid down in the reasoned opinion

(Art. 226 EC)

$$In an action under Article 226 EC, the question whether a Member State has failed to fulfil its
obligations must be determined by reference to the situation prevailing in the Member State at the end of
the period laid down in the reasoned opinion and the Court cannot take account of any subsequent
changes

(see para. 8 )

In Case C-348/99,

Commission of the European Communities, represented by M. Wolfcarius, Legal Adviser, and M. Desantes
Real, a national official on secondment to the Legal Service, acting as Agents, with an address for service
in Luxembourg at the office of C. Gomez de la Cruz, of its Legal Service, Wagner Centre, Kirchberg,

applicant,

v

Grand Duchy of Luxembourg, represented by P. Steinmetz, Head of Legal and Cultural Affairs in the
Ministry of Foreign Affairs, acting as Agent, 5 Rue Notre-Dame, Luxembourg,

defendant,

APPLICATION for a declaration that, by failing to adopt the laws, regulations and administrative
provisions necessary to comply with Directive 96/9/EC of the European Parliament and of the Council of
11 March 1996 on the legal protection of databases (OJ 1996 L 77, p. 20), the Grand Duchy of
Luxembourg has failed to fulfil its obligations thereunder,

THE COURT (First Chamber),

composed of: L. Sevon (Rapporteur), President of the Chamber, P. Jann and M. Wathelet, Judges,

Advocate General: P. Léger,

Registrar: R. Grass,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 10 February 2000,

gives the following

Judgment

1 By application lodged at the Court Registry on 20 September 1999, the Commission of the European
Communities brought an action under Article 226 EC for a declaration that, by failing to adopt the laws,
regulations and administrative provisions necessary to comply with Directive 96/9/EC of the European
Parliament and of the Council of 11 March 1996 on the legal protection of databases
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(OJ 1996 L 77, p. 20, hereinafter the Directive), the Grand Duchy of Luxembourg has failed to fulfil its
obligations thereunder.

2 The purpose of the Directive is to harmonise national laws on the legal protection of databases.

3 Under Article 16(1) and (2) of the Directive, the Member States were to bring into force the laws,
regulations and administrative provisions necessary to comply therewith before 1 January 1998 and to
communicate to the Commission the text of the provisions of domestic law which they adopted in the field
governed by the Directive.

4 Since it had not received any notification of the measures which the Grand Duchy of Luxembourg was
to adopt to implement the Directive, the Commission, by letter of 31 March 1998, formally called upon
the Grand Duchy of Luxembourg to submit its observations within two months.

5 Having received no reply to that letter, the Commission, by letter of 30 September 1998, sent the Grand
Duchy of Luxembourg a reasoned opinion calling upon it to adopt the measures necessary to comply with
the opinion within two months of service thereof.

6 Since it received no further communication from the Luxembourg Government relating to transposition
of the Directive, the Commission brought this action.

7 The Luxembourg Government does not dispute that it failed to transpose the Directive but argues that
the action will become devoid of purpose once draft Law No 4431 on copyright, neighbouring rights and
databases which was submitted to the Chambre des Députés (Parliament) on 24 April 1998 is adopted.
One of the objectives of that law is to transpose the Directive, in Articles 67 to 70, which extend
copyright protection to databases. The Luxembourg Government therefore requests that the Court of Justice
stay proceedings and, in the alternative, dismiss the application and order the Commission to pay the costs.

8 In that connection, it must be borne in mind that, in proceedings under Article 226 EC, the question
whether a Member State has failed to fulfil its obligations must be determined by reference to the situation
prevailing in that Member State at the end of the period laid down in the reasoned opinion and that the
Court cannot take account of any subsequent changes (see, inter alia, Case C-315/98 Commission v Italy
[1999] ECR I-0000, paragraph 11).

9 Since the Grand Duchy of Luxembourg did not transpose the Directive within the prescribed period and
has not provided any information such as to justify staying proceedings, its application for a stay of
proceedings must be dismissed and the action brought by the Commission must be considered to be well
founded.

10 The Court therefore finds that, by failing to adopt the laws, regulations and administrative provisions
necessary to comply with the Directive, the Grand Duchy of Luxembourg has failed to fulfil its obligations
thereunder.

Costs

11 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party's pleadings. Since the Commission has applied for
costs to be awarded against the Grand Duchy of Luxembourg and the latter has been unsuccessful, it must
be ordered to pay the costs.

On those grounds,

THE COURT (First Chamber)

hereby:
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1. Declares that, by failing to adopt the laws, regulations and administrative provisions necessary to
comply with Directive 96/9/EC of the European Parliament and of the Council of 11 March 1996 on the
legal protection of databases, the Grand Duchy of Luxembourg has failed to fulfil its obligations
thereunder;

2. Orders the Grand Duchy of Luxembourg to pay the costs.
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AVIS JURIDIQUE IMPORTANT: Les informations qui figurent sur ce site sont soumises à une 
clause de "non-responsabilité" et sont protégées par un copyright.  
 
 

ARRÊT DE LA COUR (sixième chambre) 

27 avril 2006 (*) 

«Manquement d’État – Directive 92/100/CEE – Droits voisins du droit d’auteur dans le domaine de 
la propriété intellectuelle – Droit de prêt public – Non-transposition dans le délai prescrit» 

Dans l’affaire C-180/05, 

ayant pour objet un recours en manquement au titre de l’article 226 CE, introduit le 22 avril 2005, 

Commission des Communautés européennes, représentée par M. W. Wils, en qualité d’agent, 
ayant élu domicile à Luxembourg, 

partie requérante,

contre 

Grand-Duché de Luxembourg, représenté par M. S. Schreiner, en qualité d’agent, 

partie défenderesse,

LA COUR (sixième chambre), 

composée de M. J. Malenovský (rapporteur), président de chambre, MM. S. von Bahr et
A. Borg Barthet, juges, 

avocat général: Mme E. Sharpston,

 

greffier: M. R. Grass, 

vu la procédure écrite, 

vu la décision prise, l’avocat général entendu, de juger l’affaire sans conclusions, 

rend le présent 

Arrêt 

1       Par sa requête, la Commission des Communautés européennes demande à la Cour de constater
que, en n’appliquant pas les dispositions relatives au droit de prêt public prévues par la directive
92/100/CEE du Conseil, du 19 novembre 1992, relative au droit de location et de prêt et à certains
droits voisins du droit d’auteur dans le domaine de la propriété intellectuelle (JO L 346, p. 61), le 
Grand-Duché de Luxembourg a manqué aux obligations qui lui incombent en vertu des articles 1er

et 5 de cette directive. 

 Le cadre juridique 

2       Selon l’article 1er de la directive 92/100, intitulé «Objet de l’harmonisation»:

 

«1.      Conformément aux dispositions du présent chapitre, les États membres prévoient, sous
réserve de l’article 5, le droit d’autoriser ou d’interdire la location et le prêt d’originaux et de copies 
d’œuvres protégées par le droit d’auteur ainsi que d’autres objets mentionnés à l’article 2 
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paragraphe 1. 

2.      Aux fins de la présente directive, on entend par ‘location’ d’objets leur mise à disposition pour 
l’usage, pour un temps limité et pour un avantage économique ou commercial direct ou indirect. 

3.      Aux fins de la présente directive, on entend par ‘prêt’ d’objets leur mise à disposition pour 
l’usage, pour un temps limité et non pour un avantage économique ou commercial direct ou indirect, 
lorsqu’elle est effectuée par des établissements accessibles au public. 

4.      Les droits visés au paragraphe 1 ne sont pas épuisés par la vente ou tout autre acte de
diffusion d’originaux et de copies d’œuvres protégées par le droit d’auteur ou d’autres objets 
mentionnés à l’article 2 paragraphe 1.» 

3       Aux termes de l’article 5 de la même directive, intitulé «Dérogation au droit exclusif de prêt public»: 

«1.      Les États membres peuvent déroger au droit exclusif prévu à l’article 1er pour le prêt public, 
à condition que les auteurs au moins obtiennent une rémunération au titre de ce prêt. Ils ont la
faculté de fixer cette rémunération en tenant compte de leurs objectifs de promotion culturelle. 

2.      Lorsque les États membres n’appliquent pas le droit exclusif de prêt prévu à l’article 1er en ce 
qui concerne les phonogrammes, films et programmes d’ordinateur, ils introduisent une 
rémunération pour les auteurs au moins. 

3.      Les États membres peuvent exempter certaines catégories d’établissements du paiement de 
la rémunération prévue aux paragraphes 1 et 2. 

4.      La Commission établit, en collaboration avec les États membres, avant le 1er juillet 1997, un 
rapport sur le prêt public dans la Communauté. Elle transmet ce rapport au Parlement européen et
au Conseil.» 

4       Selon l’article 15 de la directive 92/100: 

«1.      Les États membres mettent en vigueur les dispositions législatives, réglementaires et
administratives nécessaires pour se conformer à la présente directive avant le 1er juillet 1994. Ils en 
informent immédiatement la Commission. 

Lorsque les États membres adoptent ces dispositions, celles-ci contiennent une référence à la 
présente directive ou sont accompagnées d’une telle référence lors de leur publication officielle. Les
modalités de cette référence sont arrêtées par les États membres. 

2.      Les États membres communiquent à la Commission le texte des dispositions essentielles de
droit interne qu’ils adoptent dans le domaine régi par le présente directive.» 

 La procédure précontentieuse 

5       Par lettre du 24 avril 2003, la Commission a adressé aux autorités luxembourgeoises une demande
de renseignements visant, notamment, à savoir quelles mesures ces dernières entendaient prendre
pour rendre effectif au Luxembourg le droit de prêt public. 

6       Dans leur réponse du 26 mai 2003, les autorités luxembourgeoises ont indiqué que les articles 3,
paragraphe 4, et 43, paragraphe 2, de la loi du 18 avril 2001 sur les droits d’auteur, les droits 
voisins et les bases de données reconnaissent aux auteurs, aux artistes interprètes ou exécutants et
aux producteurs de phonogrammes et de premières fixations de films le droit exclusif d’autoriser la 
location et le prêt de leurs œuvres, ou de leurs prestations. 

7       Elles ont indiqué également que, selon l’article 65 de cette même loi, lorsque l’œuvre ou la 
prestation ont été licitement rendues accessibles au public, l’auteur et le titulaire de droits voisins ne 
peuvent interdire le prêt public, mais les auteurs et les artistes interprètes ou exécutants ont droit,
toutefois, à une rémunération au titre de ce prêt dans les conditions fixées par un règlement grand-
ducal qui en précise le montant et détermine les établissements de prêt exemptés du paiement de
cette rémunération. Elles ont ajouté que le règlement grand-ducal portant exécution de cette 
disposition n’avait pas encore été adopté. 
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8       La Commission a estimé que, aussi longtemps que le règlement grand-ducal portant exécution de 
l’article 65 de la loi du 18 avril 2001 ne serait pas adopté et ne serait pas entré en vigueur, la 
rémunération au titre du prêt public, requise à l’article 5, paragraphe 1, de la directive 92/100 
comme condition pour permettre la dérogation au droit exclusif prévu à l’article 1er de la même 
directive, ne serait pas effective. La Commission a alors engagé la procédure en manquement pour
violation des obligations découlant des articles 1er et 5 de cette directive. 

9       Après avoir adressé au gouvernement luxembourgeois, le 19 décembre 2003, une mise en demeure
de présenter ses observations et après avoir constaté dans la réponse de celui-ci, du 26 janvier 
2004, que le règlement grand-ducal était toujours en cours de préparation, la Commission a, le
9 juillet 2004, émis un avis motivé invitant le Grand-Duché de Luxembourg à prendre les mesures 
nécessaires pour s’y conformer dans un délai de deux mois à compter de sa réception. 

10     Les autorités luxembourgeoises ont joint à leur réponse du 11 août 2004 un avant-projet de 
règlement grand-ducal. 

11     N’ayant reçu, ultérieurement, aucune information concernant l’adoption et l’entrée en vigueur d’un 
tel règlement, la Commission a décidé d’introduire le présent recours. 

 Sur le recours 

12     Dans leur mémoire en défense, les autorités luxembourgeoises, qui ne contestent pas
l’argumentation de la Commission, rappelée au point 8 du présent arrêt, font seulement valoir que 
les projets de règlement grand-ducal relatif à la rémunération équitable pour prêt public et d’arrêté 
grand-ducal désignant les institutions et établissements pratiquant le prêt exempts du paiement de
ladite rémunération sont toujours en cours d’adoption. 

13     À cet égard, il convient de rappeler que, selon une jurisprudence constante, l’existence d’un 
manquement doit être appréciée en fonction de la situation de l’État membre telle qu’elle se 
présentait au terme du délai fixé dans l’avis motivé (voir, notamment, arrêts du 30 janvier 2002,
Commission/Grèce, C-103/00, Rec. p. I-1147, point 23, et du 30 mai 2002, Commission/Italie,
C-323/01, Rec. p. I-4711, point 8). 

14     En l’espèce, il est constant que les mesures réglementaires destinées à fixer, dans l’ordre juridique 
luxembourgeois, les conditions de la rémunération au titre du prêt public, requise à l’article 5, 
paragraphe 1, de la directive 92/100 comme condition pour permettre la dérogation au droit exclusif
prévu à l’article 1er de cette directive, n’avaient pas été adoptées à l’expiration du délai imparti dans 
l’avis motivé. Il est constant également que l’absence de telles mesures a fait obstacle à 
l’application, à cette date, des dispositions de la directive 92/100 relatives à cette rémunération.  

15     Dès lors, il y a lieu de considérer comme fondé le recours introduit par la Commission. 

16     Par conséquent, il convient de constater que, en n’appliquant pas les dispositions relatives au droit 
de prêt public prévues par la directive 92/100, le Grand-Duché de Luxembourg a manqué aux 
obligations qui lui incombent en vertu des articles 1er et 5 de cette directive. 

 Sur les dépens 

17     Aux termes de l’article 69, paragraphe 2, du règlement de procédure, toute partie qui succombe est
condamnée aux dépens, s’il est conclu en ce sens. La Commission ayant conclu à la condamnation 
du Grand-Duché de Luxembourg et ce dernier ayant succombé en ses moyens, il y a lieu de le
condamner aux dépens. 

Par ces motifs, la Cour (sixième chambre) déclare et arrête: 

1)      En n’appliquant pas les dispositions relatives au droit de prêt public prévues par la 
directive 92/100/CEE du Conseil, du 19 novembre 1992, relative au droit de location 
et de prêt et à certains droits voisins du droit d’auteur dans le domaine de la 
propriété intellectuelle, le Grand-Duché de Luxembourg a manqué aux obligations 
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qui lui incombent en vertu des articles 1er et 5 de cette directive. 

2)      Le Grand-Duché de Luxembourg est condamné aux dépens. 

Signatures 

* Langue de procédure: le français. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (Third Chamber) 

1 June 2006 (*) 

(Copyright and related rights – Directive 93/83/EEC – Article 9(2) – Scope of the powers of a 
collecting society deemed to be mandated to manage the rights of a copyright owner or holder of 

related rights which has not transferred the management of his rights to it – Exercise of the right to 
grant or refuse permission to a cable operator to retransmit a programme by cable) 

In Case C-169/05, 

REFERENCE for a preliminary ruling under Article 234 EC from the Cour de cassation (Belgium),
made by decision of 4 April 2005, received at the Court on 15 April 2005, in the proceedings 

Uradex SCRL 

v 

Union Professionnelle de la Radio et de la Télédistribution (RTD), 

Société Intercommunale pour la Diffusion de la Télévision (BRUTELE), 

THE COURT (Third Chamber), 

composed of A. Rosas, President of the Chamber, J. Malenovský (Rapporteur), J.-P. Puissochet, S. 
von Bahr and U. Lõhmus, Judges, 

Advocate General: D. Ruiz-Jarabo Colomer, 

Registrar: M. Ferreira, Principal Administrator, 

having regard to the written procedure and further to the hearing on 19 January 2006, 

after considering the observations submitted on behalf of: 

–       Uradex SCRL, by A. Strowel, avocat, and G. Berrisch, Rechtsanwalt, 

–       Union Professionnelle de la Radio et de la Télédistribution (RTD) and Société Intercommunale 
pour la Diffusion de la Télévision (BRUTELE), by E. Cornu and F. de Visscher, avocats, 

–       the Italian Government, by I.M. Braguglia, acting as Agent, and by D. Del Gaizo, avvocato 
dello Stato, 

–       the Swedish Government, by K. Wistrand, acting as Agent, 

–       the Commission of the European Communities, by W. Wils, acting as Agent, 

after hearing the Opinion of the Advocate General at the sitting on 14 February 2006, 

gives the following 

Judgment 

1       This reference for a preliminary ruling concerns the interpretation of Article 9(2) of Council Directive
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93/83/EEC of 27 September 1993 on the coordination of certain rules concerning copyright and rights
related to copyright applicable to satellite broadcasting and cable retransmission (OJ 1993 L 248, p.
15) (‘the Directive’). 

2       The reference was made in the course of proceedings between Uradex SCRL (‘Uradex’) and Union 
Professionnelle de la Radio et de la Télédistribution (‘RTD’) and Société Intercommunale pour la 
Diffusion de la Télévision (‘BRUTELE’), in which Uradex seeks an order that the members of RTD,
and BRUTELE in particular, be ordered to cease retransmission by cable of performances included in
its catalogue. 

 Legal context 

 Community law 

3       The 27th recital in the preamble to the Directive states: 

‘… the cable retransmission of programmes from other Member States is an act subject to copyright 
and, as the case may be, rights related to copyright; … the cable operator must, therefore, obtain 
the authorisation from every holder of rights in each part of the programme retransmitted; … 
pursuant to this Directive, the authorisations should be granted contractually …’. 

4       The 28th recital in the preamble to the Directive states: 

‘… in order to ensure that the smooth operation of contractual arrangements is not called into
question by the intervention of outsiders holding rights in individual parts of the programme,
provision should be made, through the obligation to have recourse to a collecting society, for the
exclusive collective exercise of the authorisation right to the extent that this is required by the
special features of cable retransmission; … the authorisation right as such remains intact and only
the exercise of this right is regulated to some extent, so that the right to authorise a cable
retransmission can still be assigned …’. 

5       Article 8(1) of the Directive provides: 

‘Member States shall ensure that when programmes from other Member States are retransmitted by 
cable in their territory the applicable copyright and related rights are observed and that such
retransmission takes place on the basis of individual or collective contractual agreements between
copyright owners, holders of related rights and cable operators.’ 

6       Article 9 of the Directive, headed ‘Exercise of the cable retransmission right’, states as follows: 

‘1.      Member States shall ensure that the right of copyright owners and holders of related rights to
grant or refuse authorisation to a cable operator for a cable retransmission may be exercised only
through a collecting society. 

2.      Where a rightholder has not transferred the management of his rights to a collecting society,
the collecting society which manages rights of the same category shall be deemed to be mandated
to manage his rights. Where more than one collecting society manages rights of that category, the
rightholder shall be free to choose which of those collecting societies is deemed to be mandated to
manage his rights. A rightholder referred to in this paragraph shall have the same rights and
obligations resulting from the agreement between the cable operator and the collecting society
which is deemed to be mandated to manage his rights as the rightholders who have mandated that
collecting society … 

…’ 

 National law 

7       Within the meaning of the first paragraph of Article 36 of the Law of 30 June 1994 on copyright and
related rights (Moniteur belge, 27 July 1994, p. 19297) (‘the Law’): 

‘Unless otherwise agreed, performers assign to producers the exclusive right of audiovisual
exploitation of their performances …’.  
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8       Forming part of the section headed ‘Cable retransmission’, Article 51 of the Law provides: 

‘[I]n accordance with the preceding chapters and using the procedures defined below, the author 
and holders of related rights shall have the exclusive right to authorise the cable retransmission of
their works or their performances.’ 

9       In the same section, Article 53(1) and (2) of the Law transposed into Belgian law, in analogous
terms, Article 9(1) and (2) of the Directive respectively. 

 The dispute in the main proceedings 

10     Uradex, a collecting society for the related rights of performers, brought an action before the
Tribunal de première instance de Bruxelles (Court of First Instance, Brussels) seeking a ruling that,
by retransmitting by cable the performances of artists within its catalogue without their permission
and therefore in breach of Articles 51 and 53 of the Law, the member cable operator companies of
RTD, and in particular BRUTELE, infringe the related rights managed by Uradex. It further sought a
ruling that each of the companies in question be ordered to cease retransmission by cable of the
performances. 

11     Following the dismissal of its claims, Uradex lodged an appeal before the Cour d’appel de Bruxelles 
(Court of Appeal, Brussels).  

12     With regard to performances both audiovisual and non-audiovisual, the Cour d’appel first took the 
view that although the collecting societies managing the related rights have the exclusive right to
authorise or prohibit their retransmission by cable (‘the retransmission right’), that right is, 
nevertheless, limited to the rights whose management has been transferred to the societies. 

13     According to the Cour d’appel, Article 53(2) of the Law, which transposes Article 9(2) of the
Directive, does not provide that the collecting society exercises the right of artists who have not
mandated it to manage their rights to authorise or prohibit cable retransmission, as is the case,
given Article 53(1) of the Law, for artists who have done so.  

14     Article 53(2) of the Law provides only that the society is ‘deemed to be mandated to manage their 
rights’ which, in view of the essentially fiduciary nature of such management, essentially consists, in
reality, in collecting the remuneration to which such performances give rise and in passing it on to
the holder of the rights pertaining to those performances. 

15     In addition, the Cour d’appel took the view that, with regard to audiovisual performances, Uradex
cannot, having regard to Article 36 of the Law, exercise the cable retransmission right even in
respect of the artists who transferred the management of their rights to that society. That provision
establishes a legal presumption that the artist has assigned his retransmission right to the producer.
A collecting society works on behalf of the artists and performers whom it represents and cannot
manage more rights than are held by those artists and performers. Authorisation from Uradex is
thus required only if, in accordance with Article 36 of the Law, it rebuts that presumption by
showing the existence of agreements between the artists concerned and the producers excluding
any assignment of the retransmission right or, failing that, if it represents producers of audiovisual
work. That is not the case here. 

16     It follows from the foregoing that the Cour d’appel granted the appeal only in part. On the one 
hand, it held, in particular, that BRUTELE, by transmitting non-audiovisual performances, is in 
breach of the related rights of the artists and performers who transferred the management of those
rights to Uradex and, consequently, the Cour d’appel ordered it to cease those retransmissions 
unless it had authorisation from Uradex. On the other hand, it dismissed the remainder of the
appeal. 

17     Uradex brought a further appeal before the Cour de cassation (Court of Cassation) claiming, with
regard first to the related rights whose holders have not transferred their management to it, that it
follows from Article 53 of the Law and from Article 9 of the Directive that a collecting society is not
only deemed to be mandated in respect of management limited to the collection of remuneration,
but that those articles also give it the right of retransmission. In addition, according to Uradex, that
society exercises such a right even with regard to audiovisual performances, since those articles
make no distinction according to whether or not the retransmission right has been assigned to a
third party. 
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18     In those circumstances, the Cour de cassation decided to stay proceedings and to refer the following
question to the Court for a preliminary ruling: 

‘Must Article 9(2) of Council Directive 93/83/EEC of 27 September 1993 on the coordination of
certain rules concerning copyright and rights related to copyright applicable to satellite broadcasting
and cable retransmission be interpreted as meaning that, where a collecting society is deemed to be
mandated to manage the rights of a copyright owner or holder of related rights who has not
transferred the management of his rights to a collecting society, that society does not have the
power to exercise that rightholder’s right to grant or refuse authorisation to a cable operator for
cable retransmission, since it is mandated only to manage the pecuniary aspects of that
rightholder’s rights?’ 

 The question referred for a preliminary ruling  

19     It follows from Article 8(1) of the Directive and from the 27th recital in the preamble thereto that
the cable operator may retransmit the programmes in question only if it obtains contractual
authorisation from all the rightholders, in other words both from those who transferred the
management of their rights to a collecting society and from those who did not. It is in exchange for
that authorisation that, in principle, the rightholders receive remuneration. 

20     However, in the interests of legal certainty, in order that the cable operators may be sure that they
have actually acquired all the rights linked to the retransmitted programmes and in order that
external persons holding rights over certain elements of those programmes cannot, by asserting
their rights, challenge the smooth operation of the contractual arrangements authorising the
retransmission of those programmes, the Directive provides, in Article 9(1), that those rightholders
may exercise the retransmission right only through a collecting society. In that way, the Directive
restricts the number of parties with which the cable operators have to negotiate in order to obtain
authorisation for retransmission, particularly for remuneration, whilst observing the copyright and
related rights of all rightholders. 

21     It is in that context that Article 9(2) of the Directive provides that where a rightholder has not
transferred the management of his rights to a collecting society, the collecting society which
manages rights of the same category is to be deemed to be mandated to manage his rights. Thus,
that provision merely gives concrete expression to the rule stated in Article 9(1) with regard to the
particular situation of such a rightholder. 

22     Furthermore, where it provides that the collecting society which is deemed to be mandated to
manage ‘his rights’, Article 9(2) of the Directive does not contain any limitation with regard to the
scope of that management of the rightholder’s rights. Thus, it does not follow from its wording that
that management should relate only to the financial aspects of the rights in question and exclude
the retransmission right.  

23     Moreover, the heading of Article 9 of the Directive, ‘Exercise of the cable retransmission right’, 
means that all the provisions of that article relate to precisely such a right.  

24     However, it should be added, in the context of the dispute in the main proceedings, that, as stated
in the 28th recital in the preamble to the Directive, the Directive does not preclude assignment of
the retransmission right. That assignment may be made both on the basis of a contract and by
virtue of a legal presumption. Thus, the Directive does not prevent an author, artist, performer or
producer from losing, pursuant to a national provision such as Article 36(1) of the Law, his status of
‘rightholder’ of that right within the meaning of Article 9(2) of the Directive, with the consequential 
severance of all legal links existing under that provision between him and the collecting society. 

25     Having regard to the foregoing, the answer to the question referred must be that Article 9(2) of the
Directive is to be interpreted as meaning that, where a collecting society is deemed to be mandated
to manage the rights of a copyright owner or holder of related rights who has not transferred the
management of his rights to a collecting society, that society has the power to exercise that
rightholder’s right to grant or refuse authorisation to a cable operator for cable retransmission and,
consequently, its mandate is not limited to management of the pecuniary aspects of those rights.  

 Costs 
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26     Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in
submitting observations to the Court, other than the costs of those parties, are not recoverable. 

On those grounds, the Court (Third Chamber) hereby rules: 

Article 9(2) of Council Directive 93/83/EEC of 27 September 1993 on the coordination of
certain rules concerning copyright and rights related to copyright applicable to satellite
broadcasting and cable retransmission is to be interpreted as meaning that, where a
collecting society is deemed to be mandated to manage the rights of a copyright owner or
holder of related rights who has not transferred the management of his rights to a
collecting society, that society has the power to exercise that rightholder’s right to grant 
or refuse authorisation to a cable operator for cable retransmission and, consequently, its
mandate is not limited to management of the pecuniary aspects of those rights.  

[Signatures] 

* Language of the case: French. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (Third Chamber) 

13 July 2006 (*) 

(Failure of a Member State to fulfil obligations – Directive 92/100/EEC – Copyright – Exclusive right 
to authorise or prohibit rental and lending – Incorrect transposition) 

In Case C-61/05, 

ACTION under Article 226 EC for failure to fulfil obligations, brought on 10 February 2005, 

Commission of the European Communities, represented by P. Guerra e Andrade and W. Wils, 
acting as Agents, with an address for service in Luxembourg, 

applicant,

v 

Portuguese Republic, represented by L. Fernandes and N. Gonçalves, acting as Agents, 

defendant,

THE COURT (Third Chamber), 

composed of A. Rosas, President of Chamber, J. Malenovský (Rapporteur), S. von Bahr, A. Borg
Barthet and U. Lõhmus, Judges, 

Advocate General: E. Sharpston, 

Registrar: R. Grass, 

having regard to the written procedure, 

after hearing the Opinion of the Advocate General at the sitting on 4 April 2006, 

gives the following 

Judgment 

1        By its application, the Commission of the European Communities requests the Court to declare
that: 

–        by creating in national law a rental right in favour of producers of videograms, the 
Portuguese Republic has failed to fulfil its obligations under Article 2(1) of Council Directive 
92/100/EEC of 19 November 1992 on rental right and lending right and on certain rights 
related to copyright in the field of intellectual property (OJ 1992 L 346, p. 61), as last 
amended by Directive 2001/29/EC of the European Parliament and of the Council of 22 May 
2001 on the harmonisation of certain aspects of copyright and related rights in the 
information society (OJ 2001 L 167, p. 10; ‘the Directive’) 

–        by creating in national legislation some doubt as to who is responsible for paying the 
remuneration owed to artists on assignment of the rental right, the Portuguese Republic has 
failed to comply with Article 4 of the Directive, read in conjunction with Article 2(5) and (7) 
thereof. 
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 Legal context 

 Community legislation 

2        The first recital in the preamble to the Directive states: 

‘whereas differences exist in the legal protection provided by the laws and practices of the Member
States for copyright works and  
subject-matter of related rights protection as regards rental and lending; whereas such differences
are sources of barriers to trade and distortions of competition which impede the achievement and
proper functioning of the internal market’.  

3        The seventh recital in the preamble to the Directive provides: 

‘whereas the creative and artistic work of authors and performers necessitates an adequate income
as a basis for further creative and artistic work, and the investments required particularly for the
production of phonograms and films are especially high and risky; whereas the possibility for
securing that income and recouping that investment can only effectively be guaranteed through
adequate legal protection of the rightholders concerned’.  

4        Article 2(1), (5) and (7) of the Directive states: 

‘1.      The exclusive right to authorise or prohibit rental and lending shall belong:  

–        to the author in respect of the original and copies of his work,  

–        to the performer in respect of fixations of his performance, 

–        to the phonogram producer in respect of his phonograms, and 

–        to the producer of the first fixation of a film in respect of the original and copies of his film. 
For the purposes of this directive, the term “film” shall designate a cinematographic or 
audiovisual work or moving images, whether or not accompanied by sound. 

… 

5.      Without prejudice to paragraph 7, when a contract concerning film production is concluded,
individually or collectively, by performers with a film producer, the performer covered by this
contract shall be presumed, subject to contractual clauses to the contrary, to have transferred his 
rental right, subject to Article 4. 

… 

7.      Member States may provide that the signing of a contract concluded between a performer and
a film producer concerning the production of a film has the effect of authorising rental, provided that
such contract provides for an equitable remuneration within the meaning of Article 4. …’ 

5        Under Article 4 of the Directive: 

‘1.      Where an author or performer has transferred or assigned his rental right concerning a
phonogram or an original or copy of a film to a phonogram or film producer, that author or
performer shall retain the right to obtain an equitable remuneration for the rental. 

2.      The right to obtain an equitable remuneration for rental cannot be waived by authors or
performers. 

3.      The administration of this right to obtain an equitable remuneration may be entrusted to
collecting societies representing authors or performers. 

4.      Member States may regulate whether and to what extent administration by collecting
societies of the right to obtain an equitable remuneration may be imposed, as well as the question
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from whom this remuneration may be claimed or collected.’ 

 National legislation 

6        The Directive was transposed into Portuguese law by Decree-Law No 332/97 of 27 November 1997 
(Diário de República I, Series A, No 275, of 27 November 1997, p. 6393; ‘the Decree-Law’) 
establishing the obligation to pay remuneration to artists who have assigned their rental right. 

7        Article 5 of the Decree-Law provides: 

‘1.      Where the author transfers or assigns his rental rights concerning a phonogram, a videogram
or the original or a copy of a film to a phonogram or film producer, he has an inalienable right to an
equitable remuneration for the rental. 

2.      For the purpose of paragraph 1, the producer is responsible for paying the remuneration
which, in the absence of agreement, is set by arbitration and in accordance with the law.’ 

8        Article 7 of the Decree-Law provides: 

‘1.      The distribution rights, including the right of rental and lending free of charge, is also granted
to: 

(a)      the performer in respect of the fixation of his performance; 

(b)      the phonogram or videogram producer in respect of his phonograms or videograms;  

(c)      the producer of the first fixation of a film in respect of the original and copies of his film. 

2.      The rights referred to in paragraph 1 shall not be extinguished upon sale or any other act of
distribution of the objects mentioned. 

3.      In addition to the provisions of paragraphs 1 and 2, the right to authorise reproduction of the
original and copies of that film is also granted to the producer of the first fixation of a film. 

4.      For the purposes of the present act, “film” is defined as “a cinematographic work, audiovisual 
work, and any moving images, whether or not accompanied by sound”.’ 

9        Under Article 8 of the Decree-Law: 

‘The conclusion of a film production contract between performers and the producer gives rise to the
presumption, in the absence of a contrary provision, of assignment of the performer's rental right in
favour of the producer, without prejudice to the inalienable right to equitable remuneration for the
rental, in accordance with Article 2(5).’  

 Pre-litigation procedure 

10      By letter of 31 March 2003, the Commission made the Portuguese authorities aware of its doubts
as regards a correct transposition of the directive, in the sense that the Decree-Law grants exclusive 
rental rights to the producer of videograms and does not define who is responsible for paying the
remuneration for the rental. The Commission therefore sent them a request for information. 

11      Having received no response within the prescribed period and taking the view that the Portuguese
legislation was contrary to Article 2(1) and (4) of the Directive, the Commission, by letter of formal
notice of 19 December 2003, initiated proceedings for failure to fulfil obligations under Article 226
EC. 

12      By letter of 8 January 2004, the Portuguese Republic presented its observations. Although they
related to the Commission's request for information sent on 31 March 2003, the Commission
presumed that those observations were also in response to the letter of formal notice. 

13      Taking the view that the responses of the Portuguese Republic were unsatisfactory, on 9 July 2004,
the Commission delivered a reasoned opinion requesting that Member State to adopt the measures
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necessary to comply with that opinion within two months of its notification.  

14      Having received no further information, the Commission decided to bring the present action. 

 The action 

 The first complaint, alleging infringement of Article 2(1) of the Directive 

 Arguments of the parties 

15      The Commission argues that the provisions of Article 2(1) of the Directive do not permit, contrary
to the provisions of the Decree-Law, the extension to videogram producers of the exclusive right to
authorise or prohibit rental enjoyed by the producer of the first fixation of a film. 

16      According to the Commission, the list in Article 2(1) is exhaustive and therefore it is only for the
producer of the first fixation and not the producer of videograms to authorise or prohibit the rental
of the original and copies of a film. That list is in no way minimal or supplementary. Only the first
fixation of a film justifies specific protection by Community law. Protecting copies of a film by means
of a right related to copyright is unjustified due to the absence of any ‘ancillary’ link with the literary 
or artistic work. 

17      It follows that the effect of the Decree-Law, contrary to the provisions of the Directive, is to deprive
the producer of the first fixation of a film of the exercise of his exclusive right by no longer allowing
him to authorise or prohibit the rental of copies of his film. 

18      In its defence, the Portuguese Republic observes that, on the date the Decree-Law was adopted, 
the Code of copyright and related rights (Código do Direito de Autor e dos Direitos Conexos) gave
an identical status to producers of phonograms and videograms. In order to respect that equality
and to avoid causing imbalances in the current status of the two types of producer, the legislature
thus added the videogram producer to the list of proprietors of exclusive rights. It is therefore with
the aim of adapting to the characteristics of its national system that the Decree-Law at issue aligns 
the treatment of a videogram producer with that of a phonogram producer and, accordingly, grants
the videogram producer a level of protection higher than that introduced by Community law. 

19      The Portuguese Republic argues moreover that the Directive itself contains an ambiguity. By using,
in Article 2(1), the vague term ‘film’, the Directive seems to amalgamate into one definition
cinematographic works and works recorded on videogram. It is therefore permissible to consider
that the producer of the first fixation may also be the producer of copies of a film. 

20      Finally, that Member State argues that the Decree-Law would be contrary to the Directive only if it 
transpired that its aims contradicted national legislation, if the Decree-Law undermined the 
functioning of the internal market or if it infringed third party rights. The application of that Decree-
Law has raised no concrete problem at the level of either the internal market or the national market,
since 
no one has been deprived of the rights provided for by the directive and no complaint has been
made. 

 Findings of the Court 

21      At the outset, it must be stated that that first complaint gives rise to the question whether
exclusive rental rights are also granted to the videogram producer. 

22      Granting an exclusive right also to videogram producers would not simply add an extra category of
rightholders to the list in Article 2(1) of the Directive, but would, on the contrary, call into question
the specific exclusive rights set out in that provision. 

23      In that respect, Article 2(1) of the Directive confers on the producer of the first fixation an
exclusive right to authorise or prohibit rental and lending in respect of the original and copies of his
film. It follows that, if the producer of a videogram were also granted the right to control the rental
of that videogram, the right of the producer of the first fixation would manifestly no longer be
exclusive. 
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24      That interpretation is confirmed by the object of the Directive, which is to establish harmonised
legal protection in the Community for the rental and lending right and certain rights related to
copyright in the field of intellectual property (see Case C-200/96 Metronome Musik [1998] ECR I-
1953, paragraph 22). 

25      As is specifically apparent from the first recital in the preamble thereto, the Directive aims to
eliminate the differences between the Member States in respect of the legal protection for copyright
works as regards rental and lending, with the aim of reducing barriers to trade and distortions of
competition. If Article 2(1) of that Directive allowed Member States freely to confer the right to
authorise or prohibit the rental of videograms to different categories of persons, that aim would
manifestly not be achieved. 

26      In that respect, the Court has already held that the commercial distribution of videocassettes takes
the form of sales, but also of  
hiring-out. The right to prohibit such hiring-out in a Member State is liable to influence trade in
videocassettes in that State and hence, indirectly, to affect intra-Community trade in those products 
(see Case 158/86 Warner Brothers and Others [1988] ECR 2605, paragraph 10). 

27      In addition, under the seventh recital in the preamble to the Directive, the protection of the
exclusive rental rights of the producers of phonograms and films is justified on the grounds of the
necessity to safeguard the recoupment of extremely high and risky investments which are required
for their production and which are essential if authors are to go on creating new works (see, in
particular, as regards specifically the producers of phonograms, Metronome Musik, paragraph 24). 

28      It does not appear that the production of videograms requires such high and risky investments that
they merit special protection. The Court has already recognised the extreme ease with which
recordings could be copied (see Metronome Musik, paragraph 24). Although that statement was 
made in the context of sound recordings, the development of new technologies has also helped to
facilitate the reproduction of picture recordings. 

29      It follows that the Decree-Law, in so far as it provides for a rental right also in favour of videogram
producers, does not comply with the Directive. 

30      That conclusion is in no way invalidated by the argument of the Portuguese Republic that, with the
aim of ‘adapting to the characteristics of its national system’, Portuguese law gives an identical 
status to the producers of videograms and phonograms. 

31      According to settled case-law, a Member State cannot plead provisions, practices or situations 
prevailing in its domestic legal order to justify failure to observe obligations and time-limits laid 
down by a directive (see, inter alia, Case C-114/02 Commission v France [2003] ECR I-3783, 
paragraph 11, and Case C-358/03 Commission v Austria [2004] ECR I-12055, paragraph 13). 

32      Finally, as an action for failure to fulfil obligations is objective in nature (see, inter alia, Case C-
73/92 Commission v Spain [1993] ECR I-5997, paragraph 19), failure to comply with an obligation
imposed by a rule of Community law is itself sufficient to constitute the breach, and the fact that
such a failure had no adverse effects is irrelevant (see, inter alia, Case C-392/96Commission v
Ireland [1999] ECR I-5901, paragraphs 60 and 61, and Case C-233/00 Commission v France [2003] 
ECR I-6625, paragraph 62). The argument of the Portuguese Republic that the alleged failure to 
fulfil obligations did not cause any concrete problem must therefore be rejected. 

33      In the light of the foregoing considerations, it must be found that the complaint alleging
infringement of Article 2(1) of the Directive by the Portuguese Republic must be upheld. 

 The second complaint, alleging infringement of Article 4 of the Directive, read in conjunction with
Article 2(5) and (7) thereof 

 Arguments of the parties 

34      As regards the transfer of the rental right from the performer to the film producer, the Commission
argues that the Decree-Law is confused, in so far as it can refer to two different producers, namely 
the producer of videograms and the producer of the first fixation of a film. 

35      Under Article 5(2) of the Decree-Law, the producer is responsible for paying the remuneration for
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the rental. This gives rise to a difficulty for performers in collecting the remuneration to which they are
entitled since they do not know which of the two producers is required to pay that remuneration. On
that point, the Directive is clear: only the producer of the first fixation of a film can be assigned the
rental right of performers and required to pay the remuneration to which they are entitled. A
transposition such as that carried out by the Decree-Law is therefore intended, in actual fact, to 
favour the copying industry. 

36      The Portuguese Republic disputes the allegedly confused nature of the Decree-Law. In the absence 
of evidence to the contrary, the Decree-Law imposes the obligation to pay remuneration on the
producer of the first fixation of a film. Moreover, the ambiguity derives not only from the Decree-
Law but also from the definition of the term ‘film’ given by the Directive. 

 Findings of the Court 

37      According to settled case-law, each Member State is bound to implement the provisions of 
directives in a manner that fully meets the requirements of clarity and certainty in legal situations
imposed by the Community legislature, in the interests of the persons concerned established in the
Member States. To that end, the provisions of a directive must be implemented with unquestionable
binding force and with the requisite specificity, precision and clarity (see Case C-207/96 Commission 
v Italy [1997] ECR I-6869, paragraph 26). 

38      As a preliminary point, it is apparent from Article 2(5) and (7) of the Directive that the rights of
performers may be presumed to be transferred or transferred by the effect of the law to a film
producer. In exchange for transferring that right, Article 4 of that Directive guarantees an equitable
remuneration to those performers. 

39      Article 8 of the Decree-Law provides for the assignment of exclusive rental rights from the
performer to the film ‘producer’ without further defining that term. According to Article 5 of the
Decree-Law, the film producer is responsible for paying the remuneration in respect of the
assignment of the rental right relating to a videogram or the original or copy of a film. The
interpretation of those two articles combined could lead to the conclusion that the producer of
videograms comes within the category of film producers, who are liable for the remuneration. 

40      In that respect, the Portuguese Republic itself admits that its Decree-Law is ambiguous. 

41      On the other hand, although Article 4(1) of the Directive, as regards the assignment of the rental
right, relates to a film producer, in actual fact it refers only to the producer of the first fixation of a
film. Since videograms are not mentioned in that article, the producer of videograms does not
therefore enjoy the status of film producer. 

42      The effect, therefore, of that transposition of the Directive is a situation which may prevent
performers in Portugal from collecting the remuneration to which they are entitled, in so far as it is
not clear who is the producer responsible for paying the equitable remuneration provided for in
Article 4 of the Directive. 

43      In those circumstances, the complaint alleging incorrect transposition of Article 4 of the Directive,
read in conjunction with Article 2(5) and (7) thereof, must be upheld. 

44      It follows from the foregoing that, by creating in national law a rental right also in favour of
producers of videograms, the Portuguese Republic has failed to fulfil its obligations under Article 2
(1) of the directive and, by creating in national legislation some doubt as to who is responsible for
paying the remuneration owed to artists on assignment of the rental right, the Portuguese Republic
has failed to comply with Article 4 of the Directive, in conjunction with Article 2(5) and (7) thereof 

 Costs 

45      Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party's pleadings. As the Commission has asked
that costs be awarded against the Portuguese Republic, and as the latter has been unsuccessful, the
Portuguese Republic must be ordered to pay the costs. 
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On those grounds, the Court (Third Chamber): 

1.      Declares that: 

–        by creating in national law a rental right also in favour of producers of
videograms, the Portuguese Republic has failed to fulfil its obligations under 
Article 2(1) of Council Directive 92/100/EEC of 19 November 1992 on rental 
right and lending right and on certain rights related to copyright in the field of 
intellectual property, as last amended by Directive 2001/29/EC of the 
European Parliament and of the Council of 22 May 2001 on the harmonisation 
of certain aspects of copyright and related rights in the information society. 

–        by creating in national legislation some doubt as to who is responsible for
paying the remuneration owed to perfomers on assignment of the rental right, 
the Portuguese Republic has failed to comply with Article 4 of Directive 
92/100, as amended by Directive 2001/29, in conjunction with Article 2(5) 
and (7) thereof; 

2.      Orders the Portuguese Republic to pay the costs. 

[Signatures] 

* Language of the case: Portuguese. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (Third Chamber) 

6 July 2006 (*) 

(Failure of a Member State to fulfil obligations – Directive 92/100/EEC – Copyright – Rental and 
lending right – Failure to transpose within the prescribed period) 

In Case C-53/05, 

ACTION under Article 226 EC for failure to fulfil obligations, brought on 9 February 2005, 

Commission of the European Communities, represented by P. Andrade and W. Wils, acting as 
Agents, with an address for service in Luxembourg, 

applicant,

v 

Portuguese Republic, represented by L. Fernandes and N. Gonçalves, acting as Agents, 

defendant,

THE COURT (Third Chamber), 

composed of A. Rosas, President of the Chamber, J. Malenovský (Rapporteur), J.-P. Puissochet, A. 
Borg Barthet and A. Ó Caoimh, Judges, 

Advocate General: E. Sharpston, 

Registrar: R. Grass, 

having regard to the written procedure, 

after hearing the Opinion of the Advocate General at the sitting on 4 April 2006, 

gives the following 

Judgment 

1       By its application, the Commission of the European Communities asks the Court for a declaration
that, by exempting all categories of public lending establishments from the obligation to pay
remuneration to authors for public lending, the Portuguese Republic has failed to fulfil its obligations
under Articles 1 and 5 of Council Directive 92/100/EEC of 19 November 1992 on rental right and
lending right and on certain rights related to copyright in the field of intellectual property (OJ 1992 L
346, p. 61; ‘the directive’). 

 Legal context 

 Community legislation 

2       The seventh recital in the preamble to the directive is worded as follows: 

‘… the creative and artistic work of authors and performers necessitates an adequate income as a 
basis for further creative and artistic work, and the investments required particularly for the
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production of phonograms and films are especially high and risky; … the possibility for securing that 
income and recouping that investment can only effectively be guaranteed through adequate legal
protection of the rightholders concerned’. 

3       Article 1 of the directive provides:  

‘1.      In accordance with the provisions of this Chapter, Member States shall provide, subject to
Article 5, a right to authorise or prohibit the rental and lending of originals and copies of copyright
works, and other subject-matter as set out in Article 2(1).  

2.      For the purposes of this Directive, “rental” means making available for use, for a limited 
period of time and for direct or indirect economic or commercial advantage.  

3.      For the purposes of this Directive, “lending” means making available for use, for a limited 
period of time and not for direct or indirect economic or commercial advantage, when it is made
through establishments which are accessible to the public. 

4.      The rights referred to in paragraph 1 shall not be exhausted by any sale or other act of
distribution of originals and copies of copyright works and other subject-matter as set out in Article 
2(1).’  

4       Article 5(1) to (3) of the directive provides: 

‘1.      Member States may derogate from the exclusive right provided for in Article 1 in respect of
public lending, provided that at least authors obtain a remuneration for such lending. Member
States shall be free to determine this remuneration taking account of their cultural promotion
objectives.  

2.      When Member States do not apply the exclusive lending right provided for in Article 1 as
regards phonograms, films and computer programs, they shall introduce, at least for authors, a
remuneration.  

3.      Member States may exempt certain categories of establishments from the payment of the
remuneration referred to in paragraphs 1 and 2.’  

      National legislation 

5       The directive was transposed into the Portuguese legal system by Decree-Law No 332/97 of 27 
November 1997 (Díario da República I, Series A, No 275, of 27 November 1997, p. 6393; ‘the 
Decree-Law’). In its preamble, the Decree-Law provides: 

‘This Decree-Law creates a public lending right in respect of works protected by copyright, but its
entry into force in the Portuguese legal system shall take place within the limits imposed by
Community legislation and in compliance with the specific cultural character and level of
development of the country as well as the ensuing cultural policy measures and planning.’ 

6        According to Article 6 of the Decree-Law: 

‘1.      An author is entitled to remuneration for the public lending of the original or copies of his
work. 

2.      The proprietor of the establishment which makes the original or copies of the work available
to the public is responsible for payment of the remuneration … 

3.      The present Article is not applicable to public, school or university libraries, museums, public
archives, public foundations and private non-profit-making institutions.’ 

 Pre-litigation procedure 

7       On 19 December 2003, in accordance with the procedure provided for in the first paragraph of
Article 226 EC, the Commission sent the Portuguese Republic a letter of formal notice in which it
was requested to implement the provisions of the directive. 
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8       After receiving the response of the Portuguese Republic to that letter, the Commission, on 9 July
2004, issued a reasoned opinion asking that Member State to adopt the measures necessary to
comply with that opinion within a period of two months from the date of notification. 

9       In that reasoned opinion, referring to the Decree-Law, the Commission took the view that the 
Portuguese Republic had not adopted the measures necessary to ensure transposition of Articles 1
and 5 of the directive. 

10     As the Portuguese Republic did not reply to the reasoned opinion, the Commission decided to bring
the present action. 

 The action 

 Arguments of the parties 

11     According to the Commission, Article 6(3) of the Decree-Law exempts from the obligation to pay a 
public lending right all State central administrative services, all bodies which are part of indirect
State administration, such as public establishments and public associations, and all local
administrative services and bodies. To this list can be added all private-law legal persons carrying 
out functions of a public nature, such as bodies providing administrative services to the public and
even private schools and universities, and all private non-profit-making institutions in general. 
Ultimately, it amounts to exempting any public lending establishment from the obligation of
payment. 

12     Article 5(3) of the directive provides that Member States may not exempt all categories of
establishments, as the Decree-Law provides, but only certain categories. The Portuguese Republic
therefore acted outside the limits imposed by the directive and that Decree-Law purely and simply 
prevents attainment of the directive’s objective, which is to ensure that creative and artistic work is
adequately remunerated. 

13     The Commission refers also to the close relationship between the lending of works by public services
or bodies and the rental of works by businesses. In both cases, protected works are being utilised.
The difference in legal protection accorded to protected works in Member States has an effect upon
the functioning of the internal market and is liable to lead to distortions of competition. The lending
of works, books, phonograms and videograms represents a considerable volume of activity. People
who use those works and material would not buy them and, as a result, authors and creators would
suffer a loss of revenue. 

14     The Commission adds that, in order to be able to make cultural works available to their citizens free
of charge, Member States have to remunerate all those who contribute to the functioning of
libraries, that is, not only the staff, but, above all, the authors of the works. Remunerating the latter
is in the common interest of the Community. 

15     In its defence, the Portuguese Republic argues that Article 5 of the directive, in particular paragraph
3 thereof, is ‘a compromise text’, imprecise, difficult to interpret and open to challenge as regards
its meaning and scope. The drafting of that provision was also intended to be open-textured and 
flexible in order to take into account the levels of cultural development specific to the different
Member States. Moreover, the directive does not give any indication as to the meaning of that
article. 

16     The Portuguese Republic further argues that transposition of the directive directly poses the problem
of the choice of ‘categories of establishments’ and, indirectly, the problem of whether persons who 
are the indirect addressees of the directive can or cannot, and to what extent, derive benefit, in an
equal or almost equal manner, from the provisions of that directive which authorise Member States
to allow for exemptions from the payment of the remuneration provided for in Article 5(1) of the
directive on public lending. That question relates to the issue of the conflict between Article 5(3) and
the principles of equal treatment, impartiality, solidarity and social cohesion. The effect of
exempting certain ‘categories of establishments’ from payment of the public lending right would be 
that Portuguese citizens would not have access to, and would not be able to enjoy, intellectual
works under the same conditions. Moreover, the proprietors of the rights should in principle have
obtained appropriate revenue in the exercise of their rights of reproduction and distribution. 

17     In addition, the Portuguese Republic contends that public lending is residual, as the market
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concerned is limited to the national territory and is of minor importance in the economic area, so that the
internal market could not be affected by that situation. It is therefore possible to conclude that the
objectives of cultural development are more important than the disadvantages for the internal
market. That is the reason why removing those disadvantages would run counter to the principle of
proportionality. 

18     Finally, that Member State argues that, in view of the specific cultural character and different levels
of development of the Member States, the adoption of a new scheme for public lending and its
incorporation into the national legal systems must, under the principle of subsidiarity, remain within
the sphere of competence of those Member States. 

 Findings of the Court 

19     Firstly, the subject-matter of the dispute between the Commission and the Portuguese Republic is
solely the question relating to the scope to be given to Article 5(3) of the directive, according to
which Member States may exempt ‘certain categories of establishments’ from the payment of the 
remuneration referred to in Article 5(1). 

20     According to settled case-law, in interpreting a provision of Community law it is necessary to 
consider not only its wording, but also the context in which it occurs and the objective pursued by
the rules of which it is part (see, inter alia, Case 
C-301/98 KVS International [2000] ECR I-3583, paragraph 21, and Case  
C-156/98 Germany v Commission [2000] ECR I-6857, paragraph 50). 

21     As regards firstly the wording of Article 5(3) of the directive, it should be noted that this refers to
‘certain categories of establishments’. Therefore it clearly follows that the legislature did not intend
to allow Member States to exempt all categories of establishments from payment of the
remuneration referred to in Article 5(1). 

22     Next, under Article 5(3), the directive allows Member States to derogate, in respect of public
lending, from the general obligation of remuneration of authors referred to in paragraph 1 of that
article. According to settled case-law, the provisions of a directive which derogate from a general
principle established by that directive must be strictly interpreted (Case C-476/01 Kapper [2004] 
ECR  
I-5205, paragraph 72). 

23     Moreover, Article 5(3) cannot be interpreted as allowing for total derogation from that obligation of
remuneration, since the effect of such an interpretation would be to render Article 5(1) meaningless
and thus deprive that provision of all effectiveness. 

24     Finally, the main objective of the directive, as can be seen more precisely from the seventh recital,
is to guarantee that authors and performers receive appropriate income and recoup the especially
high and risky investments required particularly for the production of phonograms and films (Case
C-200/96 Metronome Musik [1998] ECR I-1953, paragraph 22). 

25     It follows that the fact of exempting all categories of establishments which engage in such lending
from the obligation laid down in Article 5(1) of the directive would deprive authors of remuneration
with which they could recoup their investments, with inevitable repercussions for the creation of
new works (see Metronome Musik, paragraph 24). In those circumstances, a transposition of the
directive that resulted in such an exemption for all categories of establishments would go directly
against the objective of that directive. 

26     The Portuguese Republic does not in effect dispute that the transposition of the directive effected by
the Decree-Law results in exempting all the categories of establishments listed in paragraph 11 of
this judgment. 

27     Accordingly, it must be acknowledged that the effect of the Portuguese legislation is to exempt all
categories of public lending establishments from the obligation to pay the remuneration provided for
in Article 5(1) of the directive. 

28     To justify such a measure, that Member State puts forward various arguments, none of which,
however, can be considered relevant. 
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29     Firstly, the Portuguese Republic argues that the public lending market is essentially national and not
significant at an economic level. It follows that the normal functioning of the internal market cannot
be affected by that situation and that, under the principle of subsidiarity, the activity of public
lending should remain within the sphere of competence of the Member States. 

30     However, on the assumption that that Member State thereby intended to dispute the validity of the
directive, it should be remembered that, outside the period prescribed in Article 230 EC, it cannot
contest the lawfulness of an act adopted by the Community legislature which has become final in its
regard. It is settled case-law that a Member State cannot properly plead the unlawfulness of a 
directive or decision addressed to it as a defence in an action for a declaration that it has failed to
implement that decision or comply with that directive (see, inter alia, Case  
C-74/91 Commission v Germany [1992] ECR I-5437, paragraph 10; Case  
C-154/00 Commission v Greece [2002] ECR I-3879, paragraph 28; and Case  
C-194/01 Commission v Austria [2004] ECR I-4579, paragraph 41). 

31     In any event, the Court has already held that, like other industrial and commercial property rights,
the exclusive rights conferred by literary and artistic property are by their nature such as to affect
trade in goods and services and also competitive relationships within the Community. For that
reason, those rights, although governed by national legislation, are subject to the requirements of
the EC Treaty and therefore fall within its scope of application (Joined Cases C-92/92 and  
C-326/92 Phil Collins and Others [1993] ECR I-5145, paragraph 22). 

32     Thus, contrary to the Portuguese Republic’s assertion, the difference in the legal protection which
protected cultural works enjoy in the Member States as regards public lending is such as to affect
the normal functioning of the internal market of the Community and create distortions of
competition.  

33     Secondly, that Member State argues that the proprietors of copyrights have, in principle, already
received remuneration for reproduction and distribution rights in respect of their works. 

34     However, forms of exploitation of a protected work, such as public lending, are different in nature
from sale or any other lawful form of distribution. The lending right remains one of the prerogatives
of the author notwithstanding sale of the physical recording. Furthermore, the lending right is not
exhausted by the sale or any other act of distribution, whereas the distribution right may be
exhausted, but only and specifically upon the first sale in the Community by the rightholder or with
his consent (see, to that effect, Metronome Musik, paragraphs 18 and 19). 

35     Thirdly, the Portuguese Republic contends that Article 5(3) of the directive is open-textured and 
flexible so as to take into account the cultural development of each Member State, and the
expression ‘certain categories of establishments’ calls for a ‘variable geometry’ style interpretation. 

36     However, Article 5(3) of the directive cannot, as indicated in paragraph 22 of the present judgment,
be interpreted as allowing for total derogation from the obligation of remuneration laid down in
Article 5(1). 

37     Fourthly, the Portuguese Republic maintains that there is a conflict between Article 5(3) of the
directive and the principles of equal treatment, impartiality, solidarity and social cohesion. To
exempt only certain ‘categories of establishments’ from that obligation of remuneration would 
amount to permitting a situation in which Portuguese citizens did not have access to, and were not
able to enjoy, intellectual works under the same conditions. 

38     In that respect, the exemption of certain public lending establishments, provided for in Article 5(3)
of the directive, from the obligation to pay the remuneration referred to in Article 5(1) allows
Member States, by leaving them a choice as to which establishments will be covered by the
exemption, to retain discretion to decide, from among the sections of the public concerned, those
for whom such an exemption will do most to facilitate access to intellectual works, whilst respecting
fundamental rights and, in particular, the right to not be discriminated against. 

39     Moreover, in the absence of sufficiently precise Community criteria in a directive to delimit the
obligations thereunder, it is for the Member States to determine, in their own territory, what are the
most relevant criteria for ensuring, within the limits imposed by Community law, and in particular by
the directive concerned, compliance with that directive (see, to that effect, Case C-245/00 SENA 
[2003] ECR I-1251, paragraph 34, and Case C-433/02 Commission v Belgium [2003] ECR I-12191, 
paragraph 19). 
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40     In that respect, it has already been held that Article 5(3) of the directive authorises but does not
oblige a Member State to exempt certain categories of establishments. Consequently, if the
circumstances prevailing in the Member State in question do not enable the relevant criteria to be
determined for drawing a valid distinction between categories of establishments, the obligation to
pay the remuneration provided for in paragraph 1 of the article must be imposed on all the
establishments concerned (Commission v Belgium, paragraph 20). 

41     In those circumstances, the action brought by the Commission must be regarded as well founded 

42     As a result, it must be held that, by exempting all categories of public lending establishments from
the obligation to pay remuneration to authors for public lending, the Portuguese Republic has failed
to fulfil its obligations under Articles 1 and 5 of the directive. 

 Costs 

43     Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the
costs if they have been applied for in the successful party’s pleadings. As the Commission has asked 
that costs be awarded against the Portuguese Republic and the latter has been unsuccessful, the
Portuguese Republic must be ordered to pay the costs. 

On those grounds, the Court (Third Chamber) hereby: 

1.      Declares that, by exempting all categories of public lending establishments from the
obligation to pay remuneration to authors for public lending, the Portuguese 
Republic has failed to fulfil its obligations under Articles 1 and 5 of Council Directive 
92/100/EEC of 19 November 1992 on rental right and lending right and on certain 
rights related to copyright in the field of intellectual property; 

2.      Orders the Portuguese Republic to pay the costs. 

[Signatures] 

* Language of the case: Portuguese. 
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IMPORTANT LEGAL NOTICE - The information on this site is subject to a disclaimer and a 
copyright notice.  
 
 

JUDGMENT OF THE COURT (Grand Chamber) 

12 September 2006 (*) 

(Directive 2001/29/EC – Harmonisation of certain aspects of copyright and related rights in the 
information society – Article 4 – Distribution rights – Rule of exhaustion – Legal basis – International 
agreements – Competition policy – Principle of proportionality – Freedom of expression – Principle of 

equal treatment – Articles 151 EC and 153 EC) 

In Case C-479/04, 

REFERENCE for a preliminary ruling under Article 234 EC from the Østre Landsret (Denmark), made
by decision of 16 November 2004, received at the Court on 19 November 2004, in the proceedings  

Laserdisken ApS 

v 

Kulturministeriet, 

THE COURT (Grand Chamber), 

composed of V. Skouris, President, P. Jann, C.W.A. Timmermans, A. Rosas and J. Malenovský,
Presidents of Chambers, J.-P. Puissochet, R. Schintgen, N. Colneric, S. von Bahr, G. Arestis 
(Rapporteur), J. Klučka, U. Lõhmus and A. Ó Caoimh, Judges, 

Advocate General: E. Sharpston, 

Registrar: K. Sztranc, Administrator, 

having regard to the written procedure and further to the hearing on 14 February 2006, 

after considering the observations submitted on behalf of: 

–        Laserdisken ApS, by H.K. Pedersen, as partner, 

–        the Polish Government, by T. Nowakowski, acting as Agent, 

–        the European Parliament, by K. Bradley and L.G. Knudsen, acting as Agents,  

–        the Council of the European Union, by H. Vilstrup, F. Florindo Gijón and R. Liudvinaviciute, 
acting as Agents, 

–        the Commission of the European Communities, by W. Wils and N.B. Rasmussen, acting as 
Agents, 

after hearing the Opinion of the Advocate General at the sitting on 4 May 2006, 

gives the following 

Judgment 

1        This reference for a preliminary ruling concerns the interpretation and validity of Article 4(2) of
Directive 2001/29/EC of the European Parliament and of the Council of 22 May 2001 on the
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harmonisation of certain aspects of �[32703mcopyright and related rights in the information society (OJ 
2001 L 167, p. 10) (‘the Directive’ or ‘Directive 2001/29’). 

2        The reference was made in the context of proceedings between Laserdisken ApS (‘Laserdisken’) 
and the Kulturministeriet (Ministry of Culture) concerning the applicability of section 19 of the
Danish Law on copyright (Ophavsretslov), as amended by Law No 1051 (Lov nr. 1051, om ændring 
af ophavsretsloven) (Law No 1051 amending the Law on copyright) of 17 December 2002, to the 
import and sale in Denmark of DVDs lawfully marketed outside the European Economic Area (EEA). 

 Legal context 

3        Directive 2001/29 was adopted on the basis of Articles 47(2) EC, 55 EC and 95 EC. Article 1
thereof, entitled ‘Scope’, provides in paragraph 1 that ‘[t]his Directive concerns the legal protection 
of copyright and related rights in the framework of the internal market, with particular emphasis on
the information society’. 

4        Under the title ‘Rights and exceptions’, Chapter II of the Directive contains Articles 2 to 5. Article 2
concerns the right of reproduction, Article 3 the right of communication to the public of works and
the right of making available to the public other subject-matter, Article 4 the right of distribution, 
whilst Article 5 concerns exceptions and limitations to the rules laid down in the preceding three
articles.  

5        Article 4 of the Directive reads as follows: 

‘1.      Member States shall provide for authors, in respect of the original of their works or of copies
thereof, the exclusive right to authorise or prohibit any form of distribution to the public by sale or
otherwise. 

2.      The distribution right shall not be exhausted within the Community in respect of the original
or copies of the work, except where the first sale or other transfer of ownership in the Community of
that object is made by the rightholder or with his consent.’ 

6        Article 5(2) of the Directive provides that Member States may provide for exceptions or limitations 
to the reproduction right provided for in Article 2 in certain cases. Article 5(3) provides that Member
States may also provide for exceptions or limitations to the rights provided for in Articles 2 and 3 in
the cases listed in that paragraph.  

7        According to Article 5(4) of the Directive, ‘[w]here the Member States may provide for an exception
or limitation to the right of reproduction pursuant to paragraphs 2 and 3, they may provide similarly
for an exception or limitation to the right of distribution as referred to in Article 4 to the extent
justified by the purpose of the authorised act of reproduction’.  

8        Prior to transposition of Directive 2001/29, section 19 of the Danish Law on copyright provided that 
‘[w]hen a copy of a work is, with the copyright holder’s consent, sold or in some other manner 
transferred to another party, the copy may be distributed further’. 

9        Following amendment of that law by Law No 1051 of 17 December 2002, intended to transpose
Directive 2001/29, section 19(1) has since read as follows: 

‘When a copy of a work is, with the copyright holder’s consent, sold or in some other manner 
transferred to another party within the European Economic Area, the copy may be distributed
further. As regards further distribution in the form of lending or rentals, the provision in the first
sentence shall also apply to sales or other forms of transfer to other parties outside the European
Economic Area.’ 

10      Pursuant to Article 65(2) of the Agreement on the European Economic Area of 2 May 1992 (OJ
1994 L 1, p. 3) (‘the EEA Agreement’), specific provisions and arrangements concerning intellectual,
industrial and commercial property are to be found in Protocol 28 and Annex XVII to that
agreement. By Decision of the EEA Joint Committee No 110/2004 of 9 July 2004 amending
Annex XVII (Intellectual property) to the EEA Agreement (OJ 2004 L 376, p. 45), Directive 2001/29
was incorporated into that agreement 
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 The main proceedings and the questions referred for a preliminary ruling 

11      Laserdisken is a commercial company which sells inter alia copies of cinematographic works to
individual purchasers through its sales outlets in Denmark. 

12      Until the end of 2002, those copies were mostly imported by the company from other Member
States of the European Union but also from non-member countries. The products included special 
editions, such as original American editions, or editions filmed using special techniques. Another
major part of the product range consisted of cinematographic works which were not or would not be
available in Europe. 

13      Having registered a significant drop in its operations following the abovementioned legislative
amendment, on 19 February 2003 Laserdisken brought legal proceedings against the
Kulturministeriet before the Østre Landsret (Eastern Regional Court), claiming that section 19 of the
Law on copyright, as amended in the context of the transposition of Article 4(2) of Directive
2001/29, did not apply. According to Laserdisken, the new provisions of section 19 have a
significant effect on its imports and sales of DVDs lawfully marketed outside the EEA. 

14      In support of that claim, Laserdisken pleaded invalidity of Directive 2001/29, on the ground that
Articles 47(2) EC, 55 EC and 95 EC are not the appropriate legal basis for adoption thereof. 

15      Laserdisken also argued that Article 4(2) of that directive infringes the international agreements
which bind the Community in matters of copyright and related rights, the rules of the EC Treaty 
concerning the establishment of a competition policy, the principle of proportionality in connection
with combating piracy and, more generally, completing the internal market, freedom of expression,
the principle of equal treatment and the provisions of the Treaty concerning the Member States’ 
cultural policy and educational policy, namely Articles 151 EC and 153 EC. 

16      Since the abovementioned pleas in law were contested in their entirety by the Kulturministeriet, the
Østre Landsret decided to stay the proceedings and to refer the following two questions to the Court
for a preliminary ruling: 

‘1.      Is Article 4(2) of Directive [2001/29] invalid? 

2.      Does Article 4(2) of Directive [2001/29] preclude a Member State from retaining international 
exhaustion in its legislation?’ 

 The questions 

 The second question 

17      By its second question, which it is appropriate to consider first, the national court asks whether
Article 4(2) of Directive 2001/29 precludes national rules which provide that the distribution right in
respect of the original or copies of a work is exhausted where the first sale or other transfer of
ownership is made by the holder of that right or with his consent outside the Community. 

18      Laserdisken and the Polish Government claim that Article 4(2) of Directive 2001/29 does not
preclude a Member State from retaining such a rule of exhaustion in its legislation. The Commission
of the European Communities maintains the opposite view. 

19      Article 4(1) of Directive 2001/29 enshrines the exclusive right for authors, in respect of the original
of their works or of copies thereof, to authorise or prohibit any form of distribution to the public by
sale or otherwise. 

20      Article 4(2) contains the rule pertaining to exhaustion of that right. According to that provision, the
distribution right is not to be exhausted in respect of the original or copies of the work, except
where the first sale or other transfer of ownership in the Community of that object is made by the
rightholder or with his consent. 

21      It follows that for the right in question to be exhausted, two conditions must be fulfilled: first, the
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original of a work or copies thereof must have been placed on the market by the rightholder or with his
consent and, second, they must have been placed on the market in the Community. 

22      Laserdisken and the Polish Government argue, essentially, that Article 4(2) of the Directive leaves
it open to the Member States to introduce or maintain in their respective national laws a rule of
exhaustion in respect of works placed on the market not only in the Community but also in non-
member countries. 

23      Such an interpretation cannot be accepted. According to the twenty-eighth recital in the preamble 
to Directive 2001/29, copyright protection under that directive includes the exclusive right to control
distribution of the work incorporated in a tangible article. The first sale in the Community of the
original of a work or copies thereof by the rightholder or with his consent exhausts the right to
control resale of that object in the Community. According to the same recital, that right should not
be exhausted in respect of the original of the work or of copies thereof sold by the rightholder or
with his consent outside the Community.  

24      It follows from the clear wording of Article 4(2) of Directive 2001/29, in conjunction with the
twenty-eighth recital in the preamble to that directive, that that provision does not leave it open to
the Member States to provide for a rule of exhaustion other than the Community-wide exhaustion 
rule. 

25      That finding is supported by Article 5 of Directive 2001/29, which allows Member States to provide
for exceptions or limitations to the reproduction right, the right of communication to the public of
works, the right of making available to the public other subject-matter and the distribution right. 
Nothing in that article indicates that the exceptions or limitations authorised might relate to the rule
of exhaustion laid down in Article 4(2) of Directive 2001/29 and, therefore, allow Member States to
derogate from that rule. 

26      This, moreover, is the only interpretation which is fully consistent with the purpose of Directive
2001/29 which, according to the first recital in the preamble thereto, is to ensure the functioning of
the internal market. A situation in which some Member States will be able to provide for
international exhaustion of distribution rights whilst others will provide only for Community-wide 
exhaustion of those rights will inevitably give rise to barriers to the free movement of goods and the
freedom to provide services.  

27      In the light of the foregoing, the answer to the second question must be that Article 4(2) of
Directive 2001/29 is to be interpreted as precluding national rules providing for exhaustion of the
distribution right in respect of the original or copies of a work placed on the market outside the
Community by the rightholder or with his consent. 

 The first question 

28      Laserdisken and the Polish Government propose that the answer to the question be that Directive
2001/29, and in particular Article 4(2) thereof, are contrary to Community law. The European
Parliament, the Council of the European Union and the Commission, on the other hand, contend that
none of the grounds of invalidity put forward may be upheld. 

 The legal basis for Directive 2001/29 

29      Laserdisken claims that Directive 2001/29 was adopted incorrectly on the basis of Articles 47(2)
EC, 55 EC and 95 EC, because they cannot be used as a basis for the Community-wide exhaustion 
rule laid down in Article 4(2) of that directive. 

30      According to settled case-law, in the context of the organisation of the powers of the Community
the choice of the legal basis for a measure must rest on objective factors which are amenable to
judicial review. Those factors include in particular the aim and content of the measure (Joined Cases
C-453/03, C-11/04, C-12/04 and C-194/04 ABNA and Others [2005] ECR I-10423, paragraph 54 
and case-law cited). 

31      The Court notes that Articles 47(2) EC, 55 EC and 95 EC, on the basis of which Directive 2001/29
was adopted, allow for the taking of measures necessary for the smooth functioning of the internal
market as regards freedom of establishment and the freedom to provide services through
harmonisation of national laws pertaining to the content and exercise of copyright and related 
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rights. 

32      Directive 2001/29 clearly pursues the objectives covered by the abovementioned provisions of the
Treaty. 

33      According to the first recital in the preamble to that directive, the Treaty provides for the
establishment of an internal market and the institution of a system ensuring that competition in the
internal market is not distorted, and harmonisation of the laws of the Member States on copyright
and related rights contributes to the achievement of these objectives.  

34      On that point, the third recital in the preamble to Directive 2001/29 states that the proposed
harmonisation will help to implement the four freedoms of the internal market. The sixth recital in
the preamble to the same directive states, however, that without harmonisation at Community
level, legislative activities at national level might result in significant differences in protection and
thereby in restrictions on the free movement of services and products incorporating, or based on,
intellectual property.  

35      It follows from the foregoing that the objections raised by Laserdisken in the present case relating
to the legal basis of the Directive are unfounded. 

 Article 4(2) of Directive 2001/29 

–       Infringement of international agreements concluded by the Community on copyright and 
related rights  

36      The national court does not state which agreements binding the Community might be infringed by
the rule of Community-wide exhaustion of distribution rights laid down in Article 4(2) of Directive
2001/29. 

37      In its observations, Laserdisken states, although without providing further explanations, that the
distribution right and the exhaustion rule laid down in Article 4(2) of Directive 2001/29 are contrary
to Articles 1(c) and 2(a) of the Convention on the Organisation for Economic Co-operation and 
Development (OECD), signed in Paris on 14 December 1960. Those provisions state respectively
that ‘[t]he aims of the [OECD] shall be to promote policies designed … to contribute to the 
expansion of world trade on a multilateral, non-discriminatory basis’ and that, in pursuit of those 
aims inter alia, ‘the [Member States] agree that they will … promote the efficient use of their 
economic resources’.  

38      The Court finds that not only is that argument vague, but also that the provisions referred to by
Laserdisken, even if they do bind the Community, are not intended to regulate the issue of
exhaustion of distribution rights. 

39      Moreover, the fifteenth recital in the preamble to Directive 2001/29 states that the Directive
implements the international obligations resulting from the adoption, in Geneva on 20 December
1996, under the auspices of the World Intellectual Property Organisation (‘WIPO’), of the WIPO 
Copyright Treaty and the WIPO Performances and Phonograms Treaty, which treaties were
approved on behalf of the Community by Council Decision 2000/278/EC of 16 March 2000 (OJ 2000
L 89, p. 6). 

40      Regarding the right of distribution, neither Article 6(2) of the WIPO Copyright Treaty nor Articles 8
(2) and 12(2) of the WIPO Performances and Phonograms Treaty impose an obligation on the
Community, as a contracting party, to provide for a specific rule concerning the exhaustion of that
right. 

41      It follows from the purpose of those treaties, as formulated inter alia in the first recitals in the
preambles thereto, that they tend towards a harmonisation of the rules pertaining to copyright and 
related rights. 

42      More specifically, regarding the right of distribution, the WIPO Copyright Treaty fulfils its 
harmonisation objective in providing for the exclusive right of authors to authorise the making
available to the public of the originals of their works and copies thereof through sale or other
transfer of ownership. The Treaty does not, however, affect the contracting parties’ power to 
determine the conditions governing how exhaustion of that exclusive right may apply after the first
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sale. It thus allows the Community to pursue further harmonisation of national laws also in relation to the
rule of exhaustion. The abovementioned provisions of the WIPO Copyright Treaty and those of 
Directive 2001/29 are therefore complementary, in the light of the harmonisation objective pursued. 

43      It follows from all the above considerations that the submission that Article 4(2) of Directive
2001/29 infringes the international agreements concluded by the Community in the field of
copyright and related rights cannot be upheld. 

–       The Treaty rules relating to the establishment of a competition policy 

44      Laserdisken claims that the exhaustion rule laid down in Article 4(2) of Directive 2001/29 reinforces
suppliers’ control of the distribution channels, thereby adversely affecting free competition. The core
of the argument put forward by the applicant in the main proceedings is that competition is
generally nullified by that exhaustion rule combined with the regional encoding system for DVDs.
Certain works placed on the market outside the Community are not accessible within the
Community, due to that rule. 

45      The Polish Government adds that that exhaustion rule prevents the promotion of greater
competitiveness and gives holders of copyright and related rights a level of protection of their 
interests going beyond the purpose of such rights.  

46      By all of their assertions, the applicant in the main proceedings and the Polish Government argue,
essentially, that the exhaustion rule laid down in Article 4(2) of Directive 2001/29 prevents free
competition at the global level. 

47      It should be borne in mind that, according to Article 3(1)(g) EC, the activities of the Community are
to include, as provided for in the Treaty and in accordance with the timetable set out therein, a
system ensuring that competition in the internal market is not distorted. In that context, Title VI of
the Treaty contains a Chapter 1, which includes Articles 81 EC to 89 EC laying down rules on
competition. 

48      In the present case, according to the first recital in the preamble to Directive 2001/29,
harmonisation of the laws of the Member States on copyright and related rights contributes to the 
establishment of the internal market and to the institution of a system ensuring that competition in
that market is not distorted. 

49      It follows that the harmonisation achieved by that directive is also intended to ensure undistorted
competition in the internal market, in accordance with Article 3(1)(g) EC. 

50      According to the argument put forward by Laserdisken and the Polish Government, the Community
legislature is obliged, in adopting Directive 2001/29, to take account of a principle of free
competition at the global level, an obligation which does not follow from either Article 3(1)(g) EC or
the other provisions of the Treaty. 

51      It follows from the foregoing that the ground of invalidity based on infringement of the Treaty rules
relating to the establishment of a competition policy must be rejected. 

–       Infringement of the principle of proportionality 

52      According to Laserdisken and the Polish Government, the exhaustion rule laid down in Article 4(2)
of Directive 2001/29 is not necessary for attaining the objective of an internal market without
barriers and imposes on the citizens of the European Union burdens which go beyond what is
necessary. That provision is, moreover, ineffective in preventing the distribution of works placed in
circulation in the Community without the consent of holders of copyright and related rights. 

53      According to settled case-law, the principle of proportionality, which is one of the general principles
of Community law, requires that measures implemented through Community provisions be
appropriate for attaining the objective pursued and must not go beyond what is necessary to
achieve it (Case C-491/01 British American Tobacco (Investments) and Imperial Tobacco [2002] 
ECR I-11453, paragraph 122). 

54      The applicant in the main proceedings criticises, essentially, the choice made by the Community
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institutions in favour of the rule of exhaustion of the right of distribution in the Community. 

55      It is, accordingly, appropriate to consider whether the adoption of that rule constitutes a measure
which is disproportionate in relation to the objectives pursued by those institutions. 

56      It should be borne in mind that differences in the national laws governing exhaustion of the right of
distribution are likely to affect directly the smooth functioning of the internal market. Accordingly,
the objective of harmonisation in this area is to remove impediments to free movement. 

57      Moreover, according to the ninth recital in the preamble to Directive 2001/29, the protection of
copyright and related rights helps to ensure the maintenance and development of creativity in the
interests of inter alia authors, performers, producers and consumers. The tenth recital in the
preamble to the same directive states that legal protection of intellectual property rights is
necessary in order to guarantee an appropriate reward for the use of works and to provide the
opportunity for satisfactory returns on investment. In the same vein, the eleventh recital states that
a rigorous, effective system of protection is a way of ensuring that European cultural creativity and
production receive the necessary resources and of safeguarding the independence and dignity of
artistic creators and performers. 

58      In the light of the abovementioned objectives, it appears that the choice made by the Community
legislature in Article 4(2) of Directive 2001/29 in favour of the rule of exhaustion in the Community
is not a disproportionate measure capable of affecting the validity of that provision. 

59      It follows from all the foregoing considerations that the argument alleging infringement of the
principle of proportionality is unfounded. 

–       Breach of freedom of expression 

60      According to Laserdisken, Article 4(2) of Directive 2001/29 has the effect of depriving citizens of
the Union of their right to receive information, in breach of Article 10 of the European Convention
for the Protection of Human Rights and Fundamental Freedoms, signed in Rome on 4 November
1950 (‘the ECHR’). Laserdisken also pleads disregard of the freedom of copyright holders to 
communicate their ideas. 

61      As a preliminary point, it should be recalled that, according to settled case-law, fundamental rights 
form an integral part of the general principles of law the observance of which the Court ensures, and
that, for that purpose, the Court draws inspiration from the constitutional traditions common to the
Member States and from the guidelines supplied by international treaties for the protection of
human rights on which the Member States have collaborated or to which they are signatories. The
ECHR has special significance in that respect (Case C-112/00 Schmidberger [2003] ECR I-5659, 
paragraph 71 and case-law cited). 

62      Freedom of expression, enshrined in Article 10 of the ECHR, is a fundamental right the observance
of which is ensured by the Community courts (Case C-260/89 ERT [1991] ECR I-2925, paragraph 
44). The same is true of the right to property, which is guaranteed by Article 1 of the Additional
Protocol to the ECHR (see, to that effect, Case C-347/03 Regione autonoma Friuli-Venezia Giulia and 
ERSA [2005] ECR I-3785, paragraph 119, and Joined Cases C-154/04 and C-155/04 Alliance for 
Natural Health and Others [2005] ECR I-6451, paragraph 126). 

63      First, the argument that there has been a breach of the freedom of expression guaranteed by
Article 10 of the ECHR because copyright holders are prevented from communicating their ideas
must be rejected. According to Article 4(2) of Directive 2001/29, the right of distribution is
exhausted provided that the copyright holder has given his consent to the first sale or other transfer
of ownership. That holder is, therefore, in a position to exercise his control over the first placing on
the market of the object covered by that right. In that context, freedom of expression clearly cannot
be relied upon to have the rule of exhaustion invalidated. 

64      Secondly, regarding the freedom to receive information, even if the exhaustion rule laid down in
Article 4(2) of Directive 2001/29 may be capable of restricting that freedom, it nevertheless follows
from Article 10(2) of the ECHR that the freedoms guaranteed by Article 10(1) may be subject to
certain limitations justified by objectives in the public interest, in so far as those derogations are in
accordance with the law, motivated by one or more of the legitimate aims under that provision and
necessary in a democratic society, that is to say justified by a pressing social need and, in
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particular, proportionate to the legitimate aim pursued (see, to that effect, Case C-71/02 Karner [2004] 
ECR I-3025, paragraph 50).  

65      In the present case, the alleged restriction on the freedom to receive information is justified in the
light of the need to protect intellectual property rights, including copyright, which form part of the 
right to property. 

66      It follows that the argument that there has been a breach of freedom of expression must be
rejected. 

–       Infringement of the principle of equal treatment 

67      Laserdisken claims that the rule of exhaustion laid down in Article 4(2) of Directive 2001/29 is
capable of infringing the principle of equal treatment. It states, by way of example, that a producer
and a licence holder established in a non-member country are not in the same situation as a
producer and a licence holder established in the Community. 

68      It is settled case-law that the principle of equal treatment requires that comparable situations must
not be treated differently and that different situations must not be treated in the same way unless
such treatment is objectively justified (ABNA and Others, paragraph 63 and case-law cited). 

69      Even if the argument of the applicant in the main proceedings may be profitably put forward in the
present context, it does not establish that the application of Article 4(2) of the Directive amounts to
treating two comparable situations differently. There is no doubt that a producer and a licence
holder established in a non-member country are not in an identical or comparable situation to that
of a producer and a licence holder established in the Community. In actual fact, Laserdisken is
essentially asserting that situations which are manifestly not comparable must be treated in the
same way. 

70      It follows that the argument that there has been infringement of the principle of equal treatment
must be rejected. 

–       Infringement of Articles 151 EC and 153 EC 

71      According to Article 151(1) EC, the Community is to contribute to the flowering of the cultures of
the Member States, while respecting their national and regional diversity and at the same time
bringing the common cultural heritage to the fore. 

72      Article 153(1) EC provides inter alia that, in order to promote the interests of consumers and to
ensure a high level of consumer protection, the Community is to contribute to promoting their right
to information and education. 

73      Laserdisken, supported by the Polish Government, claims that, in adopting Article 4(2) of Directive
2001/29, the Community disregarded the abovementioned provisions.  

74      The Court finds, in the first place, that those provisions are referred to either expressly or in
essence by a number of recitals in the preamble to that directive. 

75      As is apparent from the ninth and eleventh recitals in the preamble to Directive 2001/29, any
harmonisation of copyright and related rights must take as a basis a high level of protection, since
such rights are crucial to intellectual creation and a rigorous, effective system for their protection is
one of the main ways of ensuring that European cultural creativity and production receive the
necessary resources and of safeguarding the independence and dignity of artistic creators and
performers. 

76      According to the twelfth recital in the preamble to Directive 2001/29, adequate protection of
copyright works and subject-matter of related rights is also of great importance from a cultural
standpoint, and Article 151 EC requires the Community to take cultural aspects into account in its
action. 

77      Lastly, under the fourteenth recital in the preamble to Directive 2001/29, the Directive should seek
to promote learning and culture by protecting works and other subject-matter while permitting 
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exceptions or limitations in the public interest for the purpose of education and teaching. 

78      In the second place, Article 5 of Directive 2001/29 provides for a system of exceptions and
limitations to the various rights laid down in Articles 2 to 4 in order to enable Member States to
exercise their powers inter alia in the fields of education and teaching. 

79      There are, moreover, strict boundaries placed on that system by Article 5(5), which provides that
the exceptions and limitations provided for are to be applied only in certain special cases which do
not conflict with a normal exploitation of the work or other subject-matter and do not unreasonably 
prejudice the legitimate interests of the rightholder. 

80      It follows from the foregoing that the cultural aspects specific to the Member States, which are
referred to in essence by the applicant in the main proceedings, and the right to education, which
the Community legislature must take into account in its action, have been fully taken into
consideration by the Community institutions in the drafting and adoption of Directive 2001/29.  

81      It follows that the arguments alleging infringement of Articles 151 EC and 153 EC must be rejected. 

82      Accordingly, the answer to the national court must be that consideration of the first question does
not reveal any information such as to affect the validity of Article 4(2) of Directive 2001/29. 

 Costs 

83      Since these proceedings are, for the parties to the main proceedings, a step in the action pending
before the national court, the decision on costs is a matter for that court. Costs incurred in
submitting observations to the Court, other than the costs of those parties, are not recoverable. 

On those grounds, the Court (Grand Chamber) hereby rules: 

1.      Consideration of the first question does not reveal any information such as to affect
the validity of Article 4(2) of Directive 2001/29/EC of the European Parliament and 
of the Council of 22 May 2001 on the harmonisation of certain aspects of copyright
and related rights in the information society. 

2.      Article 4(2) of Directive 2001/29 is to be interpreted as precluding national rules
providing for exhaustion of the distribution right in respect of the original or copies 
of a work placed on the market outside the European Community by the rightholder 
or with his consent. 

[Signatures] 

* Language of the case: Danish. 
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Judgment of the Court (Third Chamber)
of 14 July 2005

Lagardère Active Broadcast v Société pour la perception de la rémunération équitable (SPRE) and
Gesellschaft zur Verwertung von Leistungsschutzrechten mbH (GVL). Reference for a preliminary

ruling: Cour de cassation - France. Copyright and neighbouring rights - Broadcasting of phonograms -
Equitable remuneration. Case C-192/04.

In Case C-192/04,

REFERENCE for a preliminary ruling under Article 234 EC, from the Cour de cassation (France), made by
decision of 17 February 2004, received at the Court on 26 April 2004, in the proceedings

Lagardère Active Broadcast, the successor in title to Europe 1 communication SA,

v

Société pour la perception de la rémunération équitable (SPRE),

Gesellschaft zur Verwertung von Leistungsschutzrechten mbH (GVL),

and, as third party,

Compagnie européenne de radiodiffusion et de télévision Europe 1 SA (CERT),

THE COURT (Third Chamber),

composed of A. Rosas, President of the Chamber, A. Borg Barthet, S. von Bahr, J. Malenovsku (Rapporteur)
and U. Lohmus, Judges,

Advocate General: A. Tizzano,

Registrar: K. Sztranc, Administrator,

having regard to the written procedure and further to the hearing on 2 March 2005,

after considering the observations submitted on behalf of:

- Lagardère Active Broadcast and Compagnie européenne de radiodiffusion et de télévision Europe 1 SA
(CERT), by D. Le Prado, F. Manin and P.M. Bouvery, avocats,

- Société pour la perception de la rémunération équitable (SPRE), by O. Davidson, avocat,

- Gesellschaft zur Verwertung von Leistungsschutzrechten mbH (GVL), by H. Weil and K. Mailänder,
Rechtsanwälte,

- the French Government, by G. de Bergues and A. Bodard-Hermant, acting as Agents,

- the German Government, by A. Tiemann and H. Klos, acting as Agents,

- the Commission of the European Communities, by K. Banks, acting as Agent,

after hearing the Opinion of the Advocate General at the sitting on 21 April 2005,

gives the following

Judgment

On those grounds, the Court (Third Chamber) hereby rules:

1. In the case of a broadcast of the kind at issue in this case, Council Directive 93/83/EEC of 27 September
1993 on the coordination of certain rules concerning copyright and rights related to copyright applicable to
satellite broadcasting and cable retransmission does not preclude the fee for phonogram use being governed
not only by the law of the Member State in whose territory
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the broadcasting company is established but also by the legislation of the Member State in which, for
technical reasons, the terrestrial transmitter broadcasting to the first State is located.

2. Article 8(2) of Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right and
on certain rights related to copyright in the field of intellectual property must be interpreted as meaning that,
for determination of the equitable remuneration mentioned in that provision, the broadcasting company is not
entitled unilaterally to deduct from the amount of the royalty for phonogram use payable in the Member State
in which it is established the amount of the royalty paid or claimed in the Member State in whose territory
the terrestrial transmitter broadcasting to the first State is located.

1. The request for a preliminary ruling concerns the interpretation of Council Directive 92/100/EEC of 19
November 1992 on rental right and lending right and on certain rights related to copyright in the field of
intellectual property (OJ 1992 L 346, p. 61), and of Council Directive 93/83/EEC of 27 September 1993 on
the coordination of certain rules concerning copyright and rights related to copyright applicable to satellite
broadcasting and cable retransmission (OJ 1993 L 248, p. 15).

2. The reference was made in proceedings between Lagardère Active Broadcast, the successor in title to
Europe 1 communication SA (hereinafter Lagardère' or Europe 1'), and Société pour la perception de la
rémunération équitable (hereinafter SPRE') and Gesellschaft zur Verwertung von Leistungsschutzrechten mbH
(hereinafter GVL') concerning the obligation to pay equitable remuneration for the broadcasting of phonograms
to the public by satellite and terrestrial repeater stations in France and Germany.

Law

The Community legislation

3. Directive 92/100 provides, in Article 8(1) and (2):

1. Member States shall provide for performers the exclusive right to authorise or prohibit the broadcasting by
wireless means and the communication to the public of their performances, except where the performance is
itself already a broadcast performance or is made from a fixation.

2. Member States shall provide a right in order to ensure that a single equitable remuneration is paid by the
user, if a phonogram published for commercial purposes, or a reproduction of such phonogram, is used for
broadcasting by wireless means or for any communication to the public, and to ensure that this remuneration
is shared between the relevant performers and phonogram producers. Member States may, in the absence of
agreement between the performers and phonogram producers, lay down the conditions as to the sharing of this
remuneration between them....'

4. According to the sixth recital in the preamble to Directive 93/83:

... a distinction is currently drawn for copyright purposes between communication to the public by direct
satellite and communication to the public by communications satellite;... since individual reception is possible
and affordable nowadays with both types of satellite, there is no longer any justification for this differing legal
treatment'.

5. According to the seventh recital in the preamble to that directive:

... the free broadcasting of programmes is further impeded by the current legal uncertainty over whether
broadcasting by a satellite whose signals can be received directly affects the rights in the country of
transmission only or in all countries of reception together ...'.

6. The 13th recital to the same directive is worded as follows:
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... therefore, an end should be put to the differences of treatment of the transmission of programmes by
communications satellite which exist in the Member States, so that the vital distinction throughout the
Community becomes whether works and other protected subjectmatter are communicated to the public....'.

7. The 17th recital to Directive 93/83 states:

... in arriving at the amount of the payment to be made for the rights acquired, the parties should take account
of all aspects of the broadcast, such as the actual audience, the potential audience and the language version'.

8. Article 1(1) of Directive 93/83 provides:

For the purpose of this Directive, satellite means any satellite operating on frequency bands which, under
telecommunications law, are reserved for the broadcast of signals for reception by the public or which are
reserved for closed, point-to-point communication. In the latter case, however, the circumstances in which
individual reception of the signals takes place must be comparable to those which apply in the first case.'

9. Article 1(2)(a) and (b) of that directive provide:

(a) For the purpose of this Directive, communication to the public by satellite means the act of introducing,
under the control and responsibility of the broadcasting organisation, the programme-carrying signals
intended for reception by the public into an uninterrupted chain of communication leading to the satellite
and down towards the earth.

(b) The act of communication to the public by satellite occurs solely in the Member State where, under the
control and responsibility of the broadcasting organisation, the programme-carrying signals are introduced
into an uninterrupted chain of communication leading to the satellite and down towards the earth.'

10. Article 4(1) and(2) of Directive 93/83 provide:

1. For the purposes of communication to the public by satellite, the rights of performers, phonogram producers
and broadcasting organisations shall be protected in accordance with the provisions of Articles 6, 7, 8 and 10
of Directive 92/100/EEC.

2. For the purposes of paragraph 1, broadcasting by wireless means in Directive 92/100/EEC shall be
understood as including communication to the public by satellite.'

The national legislation

11. According to Article L. 214-1 of the French Code de la propriété intellectuelle (Intellectual Property
Code):

Where a phonogram has been published for commercial purposes, the performer and the producer shall not be
entitled to prevent:

...

2. broadcast thereof or simultaneous and integral distribution of that broadcast by cable.

The said uses of phonograms published for commercial purposes, whatever the place of fixation thereof, shall
entitle the performers and producers to receive remuneration. That remuneration shall be paid by the persons
who use the phonograms published for commercial purposes under the conditions mentioned in paragraphs 1
and 2 of this article.

The remuneration shall be based on the income from exploitation, failing which it shall be assessed on a
flat-rate basis...
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...'

The main proceedings and the questions referred to the Court of Justice

12. Lagardère is a broadcasting company established in France. Its programmes are created in its Paris studios
and are then transmitted to a satellite. The signals return to earth where they are received by repeater stations
in French territory, which broadcast the programmes to the public on the frequency modulated (FM) band.

13. Since FM broadcasts do not cover the entire French territory, the satellite also sends signals to a
transmitter at Felsberg, in Saarland (Germany), which is technically equipped to broadcast to France on long
wave. That broadcasting is carried out by Compagnie européenne de radiodiffusion et de télévision Europe 1
(hereinafter CERT'), a subsidiary of Lagardère. The programmes broadcast in the French language can, for
technical reasons, also be received in German territory, but only in a limited area. They are not the subject of
commercial exploitation in Germany.

14. Lagardère also has a digital audio terrestrial circuit which enables signals from the Paris studios to be sent
to the transmitter in Germany in the event of malfunction of the satellite. Before the satellite system was
adopted, that terrestrial circuit was the only means of sending signals to that transmitter. However, that circuit
is still operational at the present time.

15. Since Lagardère uses for its broadcasts phonograms protected by intellectual property law, in France it
pays for the use thereof a royalty accruing to the performers and producers of the phonograms (hereinafter the
royalty for phonogram use'). That royalty is levied on a collective basis by SPRE. For its part, CERT paid an
annual flat-rate royalty in Germany for broadcasting the same phonograms to GVL, a company incorporated
under German law which is the counterpart of SPRE.

16. In order to avoid double payment of the royalty for phonogram use, an agreement concluded between
Europe 1 and SPRE, which was renewed until 31 December 1993, provided that the amount of the royalty
payable by Europe 1 to performers and producers would be decreased by the amount paid by CERT to GVL.

17. Although with effect from 1 January 1994 there was no longer any agreement authorising Europe 1 to
make that deduction, it continued nevertheless to do so. Considering that the deduction was unjustified, SPRE
commenced proceedings against Europe 1 before the Tribunal de grande instance (Regional Court) de Paris
which upheld its claim that the latter should pay the entire royalty. Lagardère, the successor in title to Europe
1, appealed to the Cour de cassation (Court of Cassation).

18. Considering that the proceedings raised questions of the interpretation of Directives 92/100 and 93/83,
particularly in the light of a decision of the German Bundesgerichtshof (Germany) of 7 November 2002, the
Cour de cassation stayed its proceedings pending a preliminary ruling from the Court of Justice on the
following questions:

1. Where a broadcasting company transmitting from the territory of one Member State uses, in order to extend
the transmission of its programmes to a part of its national audience, a transmitter situated nearby on the
territory of another Member State, of which its majority-held subsidiary is the licence holder, does the
legislation of the latter State govern the single equitable remuneration which is required by Article 8(2) of
Directive 92/100... and Article 4 of Directive 93/83... and is payable in respect of the phonograms published
for commercial purposes included in the programmes retransmitted?

2. If so, is the original broadcasting company entitled to deduct the sums paid by its subsidiary from the
remuneration claimed from it in respect of all the transmissions received within national territory?'
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The questions

The first question

19. By its first question, the national court seeks essentially to ascertain whether, in the case of broadcasting
of the kind at issue in the main proceedings, Directive 93/83 prevents the remuneration for phonogram use
from being governed not only by the law of the Member State in whose territory the broadcasting company is
established but also by the legislation of the Member State in which, for technical reasons, the terrestrial
transmitter broadcasting to the first State is located.

20. Lagardère, SPRE and the French Government consider that, since Article 1(2)(b) of Directive 93/83
provides that communication to the public by satellite occurs solely in the Member State where the
programme-carrying signals are introduced into the chain of communication, that provision clearly identifies a
single law applicable to the royalty for phonogram use - French law in the case before the national court -
and excludes the application of the legislation of more than one Member State at the same time.

21. GVL, the German Government and the Commission of the European Communities submit that a
communication of the kind at issue in the main proceedings is not covered by that provision and that,
therefore, that provision does not preclude application of the legislation of two Member States at the same
time.

22. It is therefore necessary to consider at the outset whether broadcasting of the kind at issue in this case
constitutes a communication to the public by satellite' within the meaning of Article 1(2)(a) of Directive
93/83.

23. The latter provision defines communication to the public by satellite as the act of introducing, under the
control and responsibility of the broadcasting organisation, the programme-carrying signals intended for
reception by the public into an uninterrupted chain of communication leading to the satellite and down
towards the earth'.

24. First, it is clear from Article 1(1) of Directive 93/83 that a satellite of that kind must operate, for the
purposes of such communication, on the frequency bands which are, under the telecommunications legislation,
reserved for the broadcasting of signals to be received by the public (hereinafter the public frequency bands')
or for closed, point-to-point communication (hereinafter the non-public frequency bands'). In the latter case, it
is nevertheless necessary, pursuant to that provision, for individual reception to take place in circumstances
comparable to those that apply in the first case.

25. Since both the French Government, in response to a written question put to it by the Court, and the
lawyers for Lagardère, at the hearing, confirmed that the transmission of the signals does not take place on
public frequency bands, it is necessary to consider whether, in the case of broadcasting of the kind at issue in
this case, individual reception of signals may take place in circumstances comparable to those of
communication on public frequency bands.

26. Since the second sentence of Article 1(1) of Directive 93/83 does not expressly define the scope of the
obligation which it lays down, it is necessary to define its scope in the light of the purpose of that directive.

27. In that connection, it is clear in the first place from the seventh recital in its preamble that that directive
is intended to lessen continuing uncertainty is as to whether, for broadcasting by a satellite whose signals can
be received directly', rights must be acquired only in the country of transmission.

28. Moreover, according to the 13 th recital thereto, Directive 93/83 is intended to bring to an end differences
of treatment of the transmission of programmes by communications satellite - that
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it is to say those operating on non-public frequency bands - which exist in the Member States, so that the
vital distinction will be, throughout the Community, whether works and other protected subject-matter are
communicated to the public.

29. It must then be noted, as observed by the Advocate General in point 39 of his Opinion and as is clear
from the Proposal for a Council Directive of 11 September 1991 on the coordination of certain rules
concerning copyright and neighbouring rights applicable to satellite broadcasting and cable retransmission
(COM(91) 276 final), that, originally, such communication to the public direct from a satellite was possible
only by means of signals broadcast on frequencies reserved by law for reception by the public. On the other
hand, such communication by signals broadcast on non-public frequency bands was not envisageable.
Nevertheless, as a result of technological development of satellites and of aerials for use by the general public,
it has become possible to broadcast direct to the public on non-public frequency bands. Thus, even though the
latter are not, under the telecommunications legislation, formally reserved for communication to the public, at
the time of adoption of Directive 93/83 programme-carrying signals could already de facto be received by the
public direct from satellites using those frequency bands.

30. Thus, the Community legislature sought to cover satellite communications using non-public frequency
bands in order to take account of that technological development and, consequently, it made provision for
those communications to be subject to the rules of Directive 93/83 only if the public is able to receive the
signals individually and directly from those satellites.

31. Finally, it must be observed that a limited circle of persons who can receive the signals from the satellite
only if they use professional equipment cannot be regarded as part of the public, given that the latter must be
made up of an indeterminate number of potential listeners (see, regarding the meaning of the term public,
Case C-89/04 Mediakabel [2005] ECR I-0000, paragraph 30).

32. In the present case, the parties to the main proceedings agree that the signals emanating from the satellite
in question are coded and can be received only by equipment available solely to professionals. Conversely,
those signals cannot be received using the equipment available to the general public.

33. In such circumstances, individual reception does not take place in circumstances comparable to those that
apply to communications on public frequency bands. Consequently, that satellite does not operate, as far as the
broadcasting at issue in the main proceedings is concerned, as a satellite within the meaning of Article 1(1) of
Directive 98/83.

34. Second, the foregoing considerations, in particular those set out in paragraph 32 of this judgment, also
mean that broadcasting of the kind at issue in this case does not satisfy another test laid down in Article
1(2)(a) of that directive, namely the requirement that the programme-carrying signals are intended for reception
by the public.

35. A comparison of the wording of the various language versions of that provision, in particular the English
version (programme-carrying signals intended for reception by the public'), the German version (die
programmtragenden Signale, die für den öffentlichen Empfang bestimmt sind'), the Spanish version (las señales
portadoras de programa, destinadas a la recepcion por el publico') or the Dutch version (programmadragende
signalen voor ontvangst door het publiek'), shows that it is the signals which must be intended for the public
and not the programmes that they carry.

36. That interpretation is, moreover, borne out by the purpose of Directive 93/83, as described in paragraphs
29 and 30 of this judgment.

37. In circumstances like those of the main proceedings, it is the programmes, not the signals transmitted to
the satellite and back to earth, that are intended for the public.

38. It must be borne in mind that those signals are coded and can be received only by equipment
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available only to professionals, such as that used in particular at the Felsberg terrestrial transmitter. Moreover,
Lagardère, which is the broadcasting company and has total control of the communication in question, itself
recognises that, at the present time, the public is not able to receive those signals. Its intention is not therefore
to ensure that the signals that are transmitted to the satellite and back to earth reach the public. Indeed, the
public is, for the purposes of such communication, the intended recipient of signals of a different nature,
namely those broadcast on long wave, which do not go via a satellite. Lagardère thus sends the signals to the
satellite for the sole purpose of sending them on to the abovementioned terrestrial transmitter which
re-broadcasts the programmes in real time by non-satellite means. Therefore, the transmitter is the sole target
of the signals that make up the satellite communication at issue in this case.

39. Third, Article 1(2)(a) of Directive 93/83 requires that the programme-carrying signals are broadcast to the
public by an uninterrupted chain of communication leading to the satellite and down towards the earth'. Thus,
that directive is concerned with a closed communications system, of which the satellite forms the central,
essential and irreplaceable element, so that, in the event of malfunction of the satellite, the transmission of
signals is technically impossible and, as a result, the public receives no broadcast.

40. On the other hand, Directive 93/83 is not in principle concerned with a communication system or
sub-system whose basic unit is a terrestrial transmitter and which has operated since being set up by means of
a terrestrial digital audio circuit. Although such a system or subsystem may, at any given time, be
supplemented by a communication satellite, the satellite does not thereby become the essential, central and
irreplaceable element of the system.

41. Fourth, in the event of malfunction of the satellite, at the precise time when the broadcasting company
transmitted signals to the terrestrial station via the terrestrial digital audio circuit, there would be no satellite
transmission and the application of Directive 93/83 would therefore be excluded by definition. However, if the
view advanced by Lagardère and the French Government were accepted, that communication would necessarily
be subject to the rules laid down by Directive 93/83 as soon as the satellite became operational again. Thus,
the applicability of the directive would be dependent on unforeseeable circumstances linked with the vagaries
of satellite operations, with the result that the system of copyright and rights related to them would be fraught
with legal uncertainty.

42. Such a situation would not be compatible with the purpose of that directive, which is to provide both
broadcasting organisations and the holders of rights with legal certainty regarding the legislation applicable to
a chain of communication.

43. It follows from all the foregoing that a broadcast of the kind at issue in this case does not constitute a
communication by satellite to the public within the meaning of Article 1(2)(a) of Directive 93/83.
Consequently, it does not fall within the scope of Article 1(2)(b).

44. Therefore, the answer to the first question must be that, in the case of a broadcast of the kind at issue in
this case, Directive 93/83 does not preclude the fee for phonogram use being governed not only by the law of
the Member State in whose territory the broadcasting company is established but also by the legislation of the
Member State in which, for technical reasons, the terrestrial transmitter broadcasting to the first State is
located.

The second question

45. By its second question, the national court seeks essentially to ascertain whether Article 8(2) of Directive
and 92/100 must be interpreted as meaning that, for determination of the equitable remuneration mentioned in
that provision, the broadcasting company is entitled unilaterally to deduct from the amount of the royalty for
phonogram use payable in the Member State where it is established
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the amount of the royalty paid or claimed in the Member State in whose territory the terrestrial transmitter
broadcasting to the first State is situated.

46. At the outset, it must be emphasised that it is clear from its wording and scheme that Directive 92/100
provides for minimal harmonisation regarding rights related to copyright. Thus, it does not purport to detract,
in particular, from the principle of the territoriality of those rights, which is recognised in international law
and also in the EC Treaty. Those rights are therefore of a territorial nature and, moreover, domestic law can
only penalise conduct engaged in within national territory.

47. Furthermore, it must be borne in mind that in this case the programmes containing the protected
phonograms are broadcast using terrestrial transmitters in French territory and from a terrestrial transmitter in
German territory. In so far as the broadcasting operations are thus carried out in the territory of two Member
States, those rights are based on the legislation of two States.

48. In that context, it should be noted that the Court has already held that there is no objective reason to
justify the laying down by the Community judicature of specific methods for determining what constitutes
uniform equitable remuneration, which would necessarily entail its acting in the place of the Member States,
which are not bound by any particular criteria under Directive 92/100. It is therefore for the Member States
alone to determine, in their own territory, what are the most relevant criteria for ensuring adherence to the
Community concept of equitable remuneration (Case C-245/00 SENA [2003] ECR I-1251, paragraph 34).

49. However, the Member States must exercise their powers in this area within the limits laid down by
Community law and, in particular, by Article 8(2) of Directive 92/100, which requires that such remuneration
be equitable. More specifically, they must lay down rules for equitable remuneration that enable a proper
balance to be achieved between the interests of performers and producers in obtaining remuneration for the
broadcast of a particular phonogram and the interests of third parties in being able to broadcast the phonogram
on terms that are reasonable (SENA , paragraph 36).

50. Thus, whether the remuneration, which represents the consideration for the use of a commercial
phonogram, in particular for broadcasting purposes, is equitable is to be assessed, in particular, in the light of
the value of that use in trade (SENA , paragraph 37).

51. In order to determine that value, it is necessary to obtain guidance on this specific point from the criteria
referred to in the 17 th recital in the preamble to Directive 93/83 and therefore to take account of all the
parameters of the broadcast, such as, in particular, the actual audience, the potential audience and the language
version of the broadcast.

52. The use of phonograms for a broadcasting operation in the Member State where that terrestrial transmitter
is located does not in any way reduce the actual or potential audience in the State where the broadcasting
company is established or, consequently, the value of that use in trade within the territory of the latter State.

53. Moreover, it is clear from the file that the broadcasting of phonograms constitutes actual commercial
exploitation only within French territory since the advertising slots are marketed only to French undertakings.
Similarly, almost the entire audience is in France since, first, the broadcast at issue in this case can only be
received by the public in a small area of German territory and, second, the broadcast is in the French
language.

54. However, in so far as an actual or potential audience for broadcasts in the Member State where the
abovementioned terrestrial transmitter is situated is not entirely absent, a certain economic value attaches to the
use of protected phonograms in that State, even though it is low. Consequently,
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the latter State may, in the light of the principle of territoriality referred to in paragraph 46 of this judgment,
require payment of equitable remuneration for the broadcast of those phonograms within its own territory. The
circumstances mentioned in the foregoing paragraph, which limit the economic value of such use, are relevant
only as regards the rate of that royalty and it will be for the courts of that Member State to take them into
account when determining the royalty. On the other hand, they do not detract from the fact that the royalty
thus determined constitutes payment for the use of phonograms in that State and that that payment cannot be
taken into account in order to calculate equitable remuneration in another Member State.

55. In view of the foregoing considerations, the answer to the second question must be that Article 8(2) of
Directive 92/100 must be interpreted as meaning that, for determination of the equitable remuneration
mentioned in that provision, the broadcasting company is not entitled unilaterally to deduct from the amount
of the royalty for phonogram use payable in the Member State in which it is established the amount of the
royalty paid or claimed in the Member State in whose territory the terrestrial transmitter broadcasting to the
first State is located.

Costs

56. Since these proceedings are, for the parties to the main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for that court. Costs incurred in submitting observations to
the Court, other than the costs of those parties, are not recoverable.
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Judgment of the Court (Second Chamber)
of 30 June 2005

Tod's SpA and Tod's France SARL v Heyraud SA. Reference for a preliminary ruling: Tribunal de
grande instance de Paris - France. Equal treatment - Principle of non-discrimination on grounds of

nationality - Copyright and related rights. Case C-28/04.

In Case C-28/04,

REFERENCE for a preliminary ruling under Article 234 EC from the Tribunal de grande instance de Paris
(France), made by decision of 5 December 2003, received at the Court on 28 January 2004, in the
proceedings

Tod's SpA,

Tod's France SARL

v

Heyraud SA,

intervener:

Technisynthèse,

THE COURT (Second Chamber),

composed of C.W.A. Timmermans (Rapporteur), President of the Chamber, R. Silva de Lapuerta, R.
Schintgen, P. Kris and G. Arestis, Judges,

Advocate General: F.G. Jacobs,

Registrar: R. Grass,

having regard to the written procedure,

after considering the observations submitted on behalf of:

- Tod's SpA and Tod's France SARL, by C. de Haas, avocat,

- Heyraud SA and Technisynthèse, by C. Menage, avocat,

- the French Government, by G. de Bergues and A. Bodard-Hermant, acting as Agents,

- the Italian Government, by I.M. Braguglia, acting as Agent, assisted by P. Gentili, avvocato dello Stato,

- the Commission of the European Communities, by K. Banks, acting as Agent,

having decided, after hearing the Advocate General, to proceed to judgment without an Opinion,

gives the following

Judgment

1. The reference for a preliminary ruling concerns the interpretation of Article 12 EC.

2. That reference was made in proceedings between Tod's SpA (Tod's') and Tod's France SARL (Tod's
France'), claimants in the main proceedings, and Heyraud SA (Heyraud'), defendant in the main proceedings,
and Technisynthèse, intervener in the main proceedings, concerning an action for infringement of registered
designs of shoes.

The international rules

3. Article 2(7) of the Berne Convention for the Protection of Literary and Artistic Works (Paris
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Act of 24 July 1971), as amended on 28 September 1979 (the Berne Convention'), is worded as follows:

... it shall be a matter for legislation in the countries of the Union [for the protection of the rights of authors
in their literary and artistic works; the Union] to determine the extent of the application of their laws to works
of applied art and industrial designs and models, as well as the conditions under which such works, designs
and models shall be protected. Works protected in the country of origin solely as designs and models shall be
entitled in another country of the Union only to such special protection as is granted in that country to
designs and models; however, if no such special protection is granted in that country, such works shall be
protected as artistic works.'

4. Article 5(1) of the Berne Convention states:

Authors shall enjoy, in respect of works for which they are protected under this Convention, in countries of
the Union other than the country of origin, the rights which their respective laws do now or may hereafter
grant to their nationals, as well as the rights specially granted by this Convention.'

5. Article 5(4) of the Berne Convention provides:

The country of origin shall be considered to be:

(a) in the case of works first published in a country of the Union, that country; in the case of works published
simultaneously in several countries of the Union which grant different terms of protection, the country
whose legislation grants the shortest term of protection;

(b) in the case of works published simultaneously in a country outside the Union and in a country of the
Union, the latter country;

(c) in the case of unpublished works or of works first published in a country outside the Union, without
simultaneous publication in a country of the Union, the country of the Union of which the author is a
national, provided that:

(i) when these are cinematographic works the maker of which has his headquarters or his habitual residence in
a country of the Union, the country of origin shall be that country, and

(ii) when these are works of architecture erected in a country of the Union or other artistic works incorporated
in a building or other structure located in a country of the Union, the country of origin shall be that
country.'

The main proceedings and the question referred for a preliminary ruling

6. It is apparent from the order for reference that Tod's is a company established under Italian law which
claims to be the proprietor of artistic intellectual property rights in the shoes distributed under the Tod's and
Hogan trade marks. Tod's France is the distributor of those shoes in France.

7. Having learnt that Heyraud was offering for sale and selling under the Heyraud name designs of shoes
which copied or at least imitated the principal characteristics of the Tod's and Hogan designs, Tod's arranged
for a bailiff's report to be drawn up on 8 February 2000. On 13 February 2002, the claimants in the main
proceedings brought an action against Heyraud before the referring court. Technisynthèse, a subsidiary of the
Eram group, entered the proceedings as a voluntary intervener in support of Heyraud.

8. The subjectmatter of the main proceedings consists, inter alia, of an action for infringement of registered
designs of shoes bearing the Tod's and Hogan trade marks, against which Heyraud raises a plea of
inadmissibility under Article 2(7) of the Berne Convention. Heyraud contends that, under that provision, Tod's
is not entitled to claim copyright protection in France for designs
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that do not qualify for such protection in Italy.

9. Tod's replies, inter alia, that application of the provision in question constitutes discrimination within the
meaning of Article 12 EC.

10. The referring court takes the view that the use of the phrase shall be entitled... only' in the second
sentence of Article 2(7) of the Berne Convention has the effect of depriving Union nationals who, in the
country of origin of their work, enjoy only the protection granted in respect of designs and models, of the
right to bring proceedings based on copyright in the countries of the Union which allow cumulation of
protection.

11. According to that court, while it appears that that provision makes no distinction based on the nationality
of the proprietor of the copyright, it remains the case that its scope under Community law is debatable where
the country of origin of the published' work will most commonly be the country of which the author is a
national or in which he has his habitual residence, and where the country of origin of an unpublished' work
will, under Article 5(4)(c) of that convention, be the country of which the author is a national.

12. Taking the view that the outcome of the proceedings before it hinges on the interpretation of Article 12
EC, the Tribunal de grande instance de Paris decided to stay the proceedings and to refer the following
question to the Court for a preliminary ruling:

Does Article 12... EC... , which lays down the general principle of non-discrimination on grounds of
nationality, mean that the right of an author to claim in a Member State the copyright protection afforded by
the law of that State may not be subject to a distinction based on the country of origin of the work?'

Preliminary observations

13. Tod's and Tod's France are unsure as to the relevance of the question referred by the national court. The
conditions for the application of Article 2(7) of the Berne Convention to the main proceedings are not
satisfied. Moreover, they are surprised at that question in view of the fact that there is clear guidance in
French caselaw - which they none the less dispute - according to which that provision does not give rise to
discrimination.

14. It is to be remembered in this regard that it is not for the Court of Justice to rule on the applicability of
provisions of national or, in this case, international law which are relevant to the outcome of the main
proceedings. The Court must take account, under the division of jurisdiction between the Community Courts
and the national courts, of the legislative context, as described in the order for reference, in which the
question put to it is set (see, to that effect, Case C475/99 Ambulanz Glöckner [2001] ECR I-8089, paragraph
10, and Case C153/02 Neri [2003] ECR I-13555, paragraphs 34 and 35).

15. With regard to the purported guidance for the French courts found in their caselaw, it is sufficient to
recall that the second paragraph of Article 234 EC provides that any court or tribunal of a Member State may,
if it considers that a decision on a question of interpretation is necessary to enable it to give judgment,
request the Court of Justice to give a ruling thereon (Case 283/81 Cilfit and Others [1982] ECR 3415,
paragraph 6).

16. Moreover, while most of the observations submitted to the Court also relate, at least in part, to Directive
98/71/EC of the European Parliament and of the Council of 13 October 1998 on the legal protection of
designs (OJ 1998 L 289, p. 28), there is no need for the Court to rule on the interpretation of the provisions
of that directive.

17. It must be pointed out that the referring court's question to the Court concerns only the interpretation of
Article 12 EC. Moreover, as the Commission of the European Communities rightly observes,
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the facts in the main proceedings, which gave rise to a bailiff's report drawn up on 8 February 2000, occurred
before the expiry of the timelimit for the transposition of Directive 98/71 by the Member States, namely 28
October 2001.

The question referred for a preliminary ruling

18. It should be recalled that copyright and related rights, which by reason in particular of their effects on
intra-Community trade in goods and services fall within the scope of application of the EC Treaty, are
necessarily subject to the general principle of non-discrimination laid down by the first paragraph of Article
12 EC (Joined Cases C-92/92 and C-326/92 Phil Collins and Others [1993] ECR I-5145, paragraph 27, and
Case C-360/00 Ricordi [2002] ECR I-5089, paragraph 24).

19. Moreover, as the Court has consistently held, the rules regarding equality of treatment between nationals
and non-nationals prohibit not only overt discrimination by reason of nationality but also all covert forms of
discrimination which, by the application of other distinguishing criteria, lead to the same result (see, inter alia,
Case C29/95 Pastoors and Trans-Cap [1997] ECR I-285, paragraph 16, and Case C224/00 Commission v Ital
y [2002] ECR I-2965, paragraph 15).

20. It is apparent from the order for reference that application, in the national law of a Member State, of
Article 2(7) of the Berne Convention leads to a distinction based on the criterion of the country of origin of
the work. In particular, the effect of such application is that no advantageous treatment, namely the enjoyment
of twofold protection based, firstly, on the law relating to designs and, secondly, on the law of copyright, will
be granted to the author of a work the country of origin of which is another Member State which affords that
work only protection under the law relating to designs. By contrast, the abovementioned advantageous
treatment is granted, in particular, to authors of a work the country of origin of which is the first Member
State.

21. It is therefore necessary to examine whether, by adopting a distinguishing criterion based on the country
of origin of the work, the application of rules such as those at issue in the main proceedings may constitute
indirect discrimination by reason of nationality within the meaning of the caselaw cited in paragraph 19 of the
present judgment.

22. Heyraud and Technisynthèse, as well as the French Government, argue that that is not the case. The latter
maintains, in particular, that, in view of the high mobility of designers and their successors in title in the field
of the applied arts, the place of first publication of a design does not necessarily coincide with the nationality
of its author and that, more often than not, the two do not coincide. It follows that the application of Article
2(7) of the Berne Convention does not substantially, or in the great majority of cases, operate to the detriment
of nationals of other Member States and that that provision does not, therefore, give rise to indirect
discrimination.

23. However, that argument cannot be accepted.

24. The existence of a link between the country of origin of a work within the meaning of the Berne
Convention, on the one hand, and the nationality of the author of that work, on the other, cannot be denied.

25. In the case of unpublished works, that link is not in any doubt since it is expressly provided for in Article
5(4)(c) of the Berne Convention.

26. As regards published works, the country of origin is essentially, as Article 5(4)(a) of that convention
indicates, the country where the work was first published. The author of a work first published in a Member
State will, in the majority of cases, be a national of that State, whereas the author of a work published in
another Member State will generally be a person who is not a national of the first Member State.
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27. It follows that the application of rules such as those at issue in the main proceedings is liable to operate
mainly to the detriment of nationals of other Member States and thus give rise to indirect discrimination on
grounds of nationality (see, to that effect, Case C-279/93 Schumacker [1995] ECR I225, paragraphs 28 and
29, and Pastoors and Trans-Cap , cited above, paragraph 17).

28. However, that finding is not sufficient under the Court's case-law to justify the conclusion that the rules at
issue are incompatible with Article 12 EC. For that it would also be necessary for the application of those
rules not to be justified by objective circumstances (see, to that effect, Case C-398/92 Mund &amp; Fester
[1994] ECR I467, paragraphs 16 and 17, and Pastoors and Trans-Cap , paragraph 19).

29. The French Government is of the opinion that Article 2(7) of the Berne Convention is in any event
justified by a legitimate objective and that it is appropriate and necessary for the achievement of that
objective.

30. It argues that the purpose of the Berne Convention is the protection of literary and artistic works and that
Article 2(7) and Article 5(4) of that convention specify the conditions under which such works are to be
protected by copyright on the basis of an objective criterion based on the law applicable to the classification
of the work. In its view, where a design cannot aspire to classification as an artistic work in the country
where it was first published, it is not entitled to such protection in the States party to the Berne Convention
since it does not exist as an artistic work. Article 2(7) thus concerns not the detailed rules for the exercise of
copyright, but the law applicable to the artistic classification of the work.

31. However, those considerations do not lead to the conclusion that there are objective circumstances capable
of justifying the application of rules such as those at issue in the main proceedings.

32. As is apparent from Article 5(1) of the Berne Convention, the purpose of that convention is not to
determine the applicable law on the protection of literary and artistic works, but to establish, as a general rule,
a system of national treatment of the rights appertaining to such works.

33. Article 2(7) of that convention contains, for its part, as the Commission rightly observes, a rule of
reciprocity under which a country of the Union grants national treatment, that is to say, twofold protection,
only if the country of origin of the work also does so.

34. It should be recalled that it is settled case-law that implementation of the obligations imposed on Member
States by the Treaty or secondary legislation cannot be made subject to a condition of reciprocity (Case
C-405/01 Colegio de Oficiales de la Marina Mercante Española [2003] ECR I-10391, paragraph 61 and the
caselaw cited).

35. Since no other objective circumstance capable of justifying rules such as those at issue in the main
proceedings has been relied on, those rules must be considered to constitute indirect discrimination on grounds
of nationality prohibited by Article 12 EC.

36. The answer to the question referred must therefore be that Article 12 EC, which lays down the general
principle of nondiscrimination on grounds of nationality, must be interpreted as meaning that the right of an
author to claim in a Member State the copyright protection afforded by the law of that State may not be
subject to a distinguishing criterion based on the country of origin of the work.

Costs

37. Since these proceedings are, for the parties to the main proceedings, a step in the action pending before
the national court, the decision on costs is a matter for that court. The costs incurred in submitting
observations to the Court, other than the costs of those parties, are not recoverable.
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On those grounds, the Court (Second Chamber) hereby rules:

Article 12 EC, which lays down the general principle of nondiscrimination on grounds of nationality, must be
interpreted as meaning that the right of an author to claim in a Member State the copyright protection
afforded by the law of that State may not be subject to a distinguishing criterion based on the country of
origin of the work.
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Judgment of the Court (Sixth Chamber)
of 16 October 2003

Commission of the European Communities v Kingdom of Belgium. Failure by a Member State to
fulfil its obligations - Directive 92/100/EEC - Copyright - Remuneration of authors in the event of public

lending of their literary or artistic works. Case C-433/02.

In Case C-433/02,

Commission of the European Communities, represented by K. Banks, acting as Agent, with an address for
service in Luxembourg,

applicant,

v

Kingdom of Belgium, represented by A. Snoecx, acting as Agent,

defendant,

APPLICATION for a declaration that, by failing to apply the provisions on the public lending right provided
for in Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right and on certain
rights related to copyright in the field of intellectual property (OJ 1992 L 346, p. 61), the Kingdom of
Belgium has failed to fulfil its obligations under Articles 1 and 5 of that directive,

THE COURT

(Sixth Chamber),

composed of: J.-P. Puissochet, President of the Chamber, R. Schintgen, C. Gulmann (Rapporteur), V. Skouris
and J.N. Cunha Rodrigues, Judges,

Advocate General: P. Léger,

Registrar: R. Grass,

having regard to the report of the Judge-Rapporteur,

having decided, after hearing the Advocate General, to proceed to judgment without an Opinion,

gives the following

Judgment

1 By application lodged at the Court Registry on 29 November 2002, the Commission of the European
Communities brought an action under Article 226 EC for a declaration that, by failing to apply the provisions
on the public lending right provided for in Council Directive 92/100/EEC of 19 November 1992 on rental
right and lending right and on certain rights related to copyright in the field of intellectual property (OJ 1992
L 346, p. 61, `the Directive'), the Kingdom of Belgium had failed to fulfil its obligations under Articles 1 and
5 of that directive.

Legal background

Community legislation

2 Article 1 of the Directive states:

`Object of harmonisation

1. In accordance with the provisions of this Chapter, Member States shall provide, subject to Article 5, a right
to authorise or prohibit the rental and lending of originals and copies of copyright works, and other subject
matter as set out in Article 2(1).
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...

3. For the purposes of this Directive, "lending" means making available for use, for a limited period of time
and not for direct or indirect economic or commercial advantage, when it is made through establishments
which are accessible to the public.

...'

3 Article 5 of the Directive prescribes:

`Derogation from the exclusive public lending right

1. Member States may derogate from the exclusive right provided for in Article 1 in respect of public lending,
provided that at least authors obtain a remuneration for such lending. Member States shall be free to
determine this remuneration taking account of their cultural promotion objectives.

2. When Member States do not apply the exclusive lending right provided for in Article 1 as regards
phonograms, films and computer programs, they shall introduce, at least for authors, a remuneration.

3. Member States may exempt certain categories of establishments from the payment of the remuneration
referred to in paragraphs 1 and 2.

...'

4 Article 15 of the Directive provides that Member States are to bring into force the laws, regulations and
administrative provisions necessary to comply with the Directive not later than 1 July 1994.

National legislation

5 The Loi relative au droit d'auteur et aux droits voisins (Law on copyright and related rights) of 30 June
1994 (Moniteur belge, 27 July 1994, p. 19297, `the Law') provides, in Article 1(1):

`The author of a literary or artistic work shall have the sole right to reproduce it or authorise its reproduction
in any manner and in any form whatsoever.

This right includes in particular the exclusive right to authorise its adaptation or translation.

This right also includes the exclusive right to authorise its rental or lending ...'

6 Article 23(1) of the Law prescribes:

`The author may not prohibit the lending of literary works, databases, photographic works, scores of musical
works, sound works and audiovisual works where that lending is organised for an educational and cultural
purpose by institutions recognised or organised officially for that purpose by the public authorities...'

7 In Chapter VI of the Law, which contains the provisions on public lending, Article 62 provides:

`1. In the event of the lending of literary works, databases, photographic works or scores of musical works
under the conditions defined in Article 23, the author shall be entitled to a remuneration.

2. In the event of the lending of sound or audiovisual works, under the conditions defined in Articles 23 and
47, the author, the performer and the producer shall be entitled to a remuneration.'

8 Article 63 of the Law provides:

`After consulting the institutions and collecting societies, the King shall determine the amount of the
remunerations referred to in Article 62. They shall be collected by the collecting societies.

In accordance with the detailed conditions he lays down, the King may entrust an association representing all
the collecting societies with ensuring the collection and distribution of the remunerations for public lending.
After consulting the communities, and as the case may be on their initiative,
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the King shall determine for certain categories of establishments recognised or organised by the public
authorities an exemption or a flat-rate price per lending to establish the remuneration provided for in Article
62.'

The pre-litigation procedure

9 By letter of 24 January 2001, the Commission drew the attention of the Belgian authorities to the fact that,
although the Directive had been transposed into Belgian law by the Law, no implementing decree had been
adopted concerning the lending right.

10 The Belgian authorities, by letter of 22 March 2001, confirmed that no implementing decree had been
adopted and stated that the problem was at the level of the Belgian federated entities which are competent in
matters of culture and opposed the introduction of a lending right.

11 On 24 July 2001 the Commission sent the Kingdom of Belgium a letter of formal notice. In reply to that
letter, the Belgian Government again referred to the federated entities' opposition to the introduction of a
lending right or a remuneration for authors of works. It also referred to the imprecise wording of Article 5(3)
of the Directive, which authorises certain exemptions from the obligation to pay authors a remuneration in the
event of public lending of their works.

12 Since it did not regard that answer as satisfactory, the Commission on 21 December 2001 sent a reasoned
opinion to the Kingdom of Belgium, requesting it to adopt the necessary measures to comply with the opinion
within two months of its notification.

13 Since the Belgian Government did not respond to the reasoned opinion, the Commission decided to bring
the present action.

Substance

14 The Commission notes that none of the implementing measures relating to the remunerations provided for
in Article 63 of the Law has been adopted. The amount of the remunerations referred to in Article 62 of the
Law has therefore never been fixed, as a result of which it is impossible in practice for the collecting
associations to collect those remunerations on behalf of their members. The Commission therefore submits that
the Kingdom of Belgium is in breach of its obligation under Articles 1 and 5 of the Directive to provide at
least for a remuneration for the authors of protected works in the event of lending of their works.

15 The Belgian Government submits, first, that the reaction of the federated entities to the grant of a
remuneration for lending was negative from the outset, inter alia because of considerations of cultural policy,
as they insist on a general exemption from the payment of remunerations for lending for all categories of
establishments which lend works. The result is that no decree implementing Articles 62 and 63 of the Law
has been adopted to date.

16 Next, the Government submits that the very vague wording of the Directive prevents it from being
complied with. As regards Article 1(3), it gives no indication of what is to be understood by `not for direct or
indirect economic or commercial advantage', nor does it give a list of establishments accessible to the public.
As regards Article 5(1) of the Directive, the Belgian Government raises the question of what is covered by
`public lending' in respect of which the Member States may introduce derogations. Finally, Article 5(3) of the
Directive does not specify what is to be understood by `certain categories of establishments'. Similarly, the
Directive does not mention any criterion which the Member States should apply in order to determine the
`categories of establishments' which may benefit from an exemption from payment.

17 The Belgian Government considers that, in practice, it is very difficult for Member States to designate
from the whole class of `establishments accessible to the public which lend works with no direct or indirect
economic or commercial advantage' the categories of establishments exempted
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from payment of the remuneration. The term `lending' as defined in Article 1(3) of the Directive relates only
to a freely defined category of establishments. In practice, this concerns lending by public libraries and media
libraries, school and university libraries and public documentation centres which are accessible to the public
and do not charge borrowers any remuneration for the lending, or only a remuneration whose amount does not
exceed what is necessary to cover the establishment's costs of operation. It is by no means obvious to draw,
within that group of establishments, a distinction based on cultural or educational grounds, for example
between categories of establishments liable to pay a remuneration for lending, on the one hand, and categories
of establishments exempt from such a remuneration, on the other, given that all the establishments covered by
Article 1(3) of the Directive are orientated to lending for cultural, educational or similar purposes in view of
the fact that, according to the Directive, lending for direct or indirect economic or commercial purposes is
outside the scope of that article.

18 Finally, the Belgian Government says that the Commission indicated, in a report of 12 September 2002,
that it appears that in certain other Member States no remuneration is paid to the persons entitled. That
appears to be the case in France, Greece and Luxembourg, and probably elsewhere as well.

19 It must be observed, first, that in the absence of sufficiently precise Community criteria in a directive to
delimit the obligations under the directive, it is for the Member States to determine, in their own territory,
what are the most relevant criteria for ensuring, within the limits imposed by Community law and in particular
by the directive, compliance with that directive (see, to that effect, Case C-245/00 SENA [2003] ECR I-1251,
paragraph 34).

20 Moreover, as the Commission observed, Article 5(3) of the Directive authorises but does not oblige a
Member State to exempt certain categories of establishments. Consequently, if the circumstances prevailing in
the Member State in question do not enable a valid distinction to be drawn between categories of
establishments, the obligation to pay the remuneration in question must be imposed on all the establishments
concerned.

21 Next, even assuming that other Member States do not apply correctly the public lending right as provided
for in the Directive, it suffices to point out that, according to settled case-law, a Member State cannot justify
its failure to perform its obligations under Community law by relying on the fact that other Member States are
also in breach of their obligations (see Case C-173/99 BECTU [2001] ECR I-4881, paragraph 56).

22 Finally, with respect to the difficulties encountered by the federal authorities in convincing the federated
entities to accept that an obligation to pay a remuneration for public lending should be imposed on the
establishments falling within the scope of Article 1(3) of the Directive, it is settled case-law that a Member
State cannot rely on provisions, practices or circumstances in its internal legal order to justify failure to
comply with obligations and time-limits laid down by a directive (see Case C-419/01 Commission v Spain
[2003] ECR I-0000, paragraph 22).

23 Consequently, since the directive was not fully transposed within the time-limit set, the Commission's
action is well founded.

Costs

24 Under Article 69(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs.
Since the Kingdom of Belgium has been unsuccessful, it must be ordered to pay the costs.

On those grounds,

THE COURT
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(Sixth Chamber)

hereby:

1. Declares that, by failing to apply the provisions on the public lending right provided for in Council
Directive 92/100/EEC of 19 November 1992 on rental right and lending right and on certain rights related to
copyright in the field of intellectual property, the Kingdom of Belgium has failed to fulfil its obligations under
Articles 1 and 5 of that directive;

2. Orders the Kingdom of Belgium to pay the costs.
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Judgment of the Court (Fifth Chamber)
of 6 June 2002

Land Hessen v G. Ricordi & Co. Bühnen- und Musikverlag GmbH.
Reference for a preliminary ruling: Bundesgerichtshof - Germany.

Term of copyright protection - Principle of non-discrimination on grounds of nationality - Applicability
to copyright which arose prior to the entry into force of the EEC Treaty.

Case C-360/00.

1. EC Treaty - Matters covered - Copyright and related rights - Included

2. Community law - Principles - Equal treatment - Discrimination on grounds of nationality - Prohibition -
Author who died prior to the entry into force of the EEC Treaty in the Member State of which he was a
national - Included

(Art. 6, first para., EC Treaty (now, after amendment, Art. 12, first para., EC))

3. Community law - Principles - Equal treatment - Discrimination on grounds of nationality - Prohibition -
Term of protection granted to the works of an author who is a national of another Member State shorter than
the term granted to the works of the State's own nationals - Not permissible

(Art. 6, first para., EC Treaty (now, after amendment, Art. 12, first para., EC))

$$1. By reason in particular of their effects on intra-Community trade in goods and services, copyright and
related rights fall within the scope of application of the Treaty.

(see para. 24 )

2. The prohibition of discrimination in the first paragraph of Article 6 of the Treaty (now, after amendment,
the first paragraph of Article 12 EC) is also applicable to the protection of copyright in cases where the
author had died when the EEC Treaty entered into force in the Member State of which he was a national.

(see para. 34, operative part )

3. The prohibition of discrimination in the first paragraph of Article 6 of the Treaty (now, after amendment,
the first paragraph of Article 12 EC) precludes the term of protection granted by the legislation of a Member
State to the works of an author who is a national of another Member State being shorter than the term
granted to the works of its own nationals. In prohibiting any discrimination on grounds of nationality that
provision requires each Member State to ensure that nationals of other Member States in a situation governed
by Community law are placed on a completely equal footing with its own nationals.

(see paras 31, 34, operative part )

In Case C-360/00,

REFERENCE to the Court under Article 234 EC by the Bundesgerichtshof (Germany) for a preliminary ruling
in the proceedings pending before that court between

Land Hessen

and

G. Ricordi & Co. Bühnen- und Musikverlag GmbH,

on the interpretation of the first paragraph of Article 6 of the EC Treaty (now, after amendment, the first
paragraph of Article 12 EC),

THE COURT (Fifth Chamber),
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composed of: P. Jann, President of the Chamber, S. von Bahr, A. La Pergola, M. Wathelet (Rapporteur) and
C.W.A. Timmermans, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: R. Grass,

after considering the written observations submitted on behalf of:

- the Land Hessen, by H.L. Bauer, Rechtsanwalt,

- G. Ricordi & Co. Bühnen- und Musikverlag GmbH, by O. Brändel, Rechtsanwalt,

- the German Government, by A. Dittrich and W.-D. Plessing, acting as Agents,

- the Commission of the European Communities, by K. Banks, acting as Agent, and W. Berg, Rechtsanwalt,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 28 February 2002,

gives the following

Judgment

1 By order of 30 March 2000, received at the Court on 28 September 2000, the Bundesgerichtshof (Federal
Court of Justice) referred to the Court for a preliminary ruling under Article 234 EC a question on the
interpretation of the first paragraph of Article 6 of the EC Treaty (now, after amendment, the first paragraph
of Article 12 EC).

2 That question was raised in proceedings between the Land Hessen and G. Ricordi & Co. Bühnen- und
Musikverlag GmbH (hereinafter Ricordi), a firm publishing musical and dramatic works, concerning the right
to have the opera La Bohème by the Italian composer Giacomo Puccini performed in the 1993/1994 and
1994/1995 seasons.

Legal background

National laws

3 At the material time, artistic and intellectual works were protected in Germany under the 1965 version of
the Gezetz über Urheberrecht und verwandte Schutzrechte (Law on copyright and related rights, hereinafter the
UrhG; Bundesgesetzblatt 1965 I, p. 1273). That legislation distinguished between the protection of the works
of German nationals and that of the works of foreign authors.

4 Whilst the former enjoyed protection for all their works, whether published or not and regardless of where
they were first published (Paragraph 120(1) of the UrhG), the latter were entitled to protection only for works
published in Germany for the first time or within 30 days of their being first published (Paragraph 121(1) of
the UrhG).

5 In other cases, foreign authors enjoyed the protection afforded to their rights by international treaties
(Paragraph 121(4) of the UrhG).

6 The copyright protection granted by German legislation expires 70 years after the 1 January following the
author's death (Paragraphs 64 and 69 of the UrhG).

7 Under Italian law, Article 25 of Law No 633 of 22 April 1941 on the protection of copyright and other
rights relating to its exercise (GURI No 166 of 16 July 1941) and Article 1 of Legislative Decree No 440 of
20 July 1945 (GURI No 98 of 16 August 1945) provide that the term of copyright protection is 56 years
from the time of the author's death.

International law
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8 The principal international agreement governing copyright protection is the Berne Convention for the
Protection of Literary and Artistic Works (Paris Act of 24 July 1971) which applies to the main proceedings
in the version as amended on 28 September 1979 (the Berne Convention).

9 Under Article 7(1) of the Berne Convention, the term of protection granted thereby is to be the life of the
author and 50 years after his death. Article 7(5) provides that the 50-year term is to be deemed to begin on 1
January of the year following the death. Under Article 7(6), the contracting parties may, however, grant a
longer term of protection.

10 Article 7(8) of the Berne Convention institutes a scheme known as comparison of the terms of protection.
Under that provision, the term of protection is, in any case, to be governed by the legislation of the country
where protection is claimed. However, unless the legislation of that country otherwise provides, which German
legislation has not, the term is not to exceed the term fixed in the country of origin of the work.

11 The limitations permitted under Article 7(8) of the Berne Convention were reproduced in Article 3(1) of
the Agreement on trade-related aspects of intellectual property rights contained in Annex 1 C to the
Agreement establishing the World Trade Organisation approved on behalf of the European Community as
regards matters within its competence by Council Decision 94/800/EC of 22 December 1994 (OJ 1994 L 336,
p. 1). Article 9 of that agreement also provides that the signatory States are to comply with Articles 1 to 21
of the Berne Convention and the Appendix thereto.

Community law

12 The first paragraph of Article 6 of the EC Treaty states:

Within the scope of application of this Treaty, and without prejudice to any special provisions contained
therein, any discrimination on grounds of nationality shall be prohibited.

The main proceedings and the question referred for a preliminary ruling

13 Ricordi holds the rights of performance in the opera La Bohème by Puccini, who died on 29 November
1924 (see point 13 et seq. of the Opinion of the Advocate General). The Land Hessen operates the
Staatstheater (State theatre) in Wiesbaden (Germany).

14 During the 1993/1994 and 1994/1995 seasons, the Staatstheater in Wiesbaden staged a number of
performances of that opera without Ricordi's consent.

15 Ricordi argued before a Landgericht (Regional Court, Germany) that, in the light of the prohibition of
discrimination on grounds of nationality in the EC Treaty, Puccini's works were necessarily protected in
Germany until the expiry of the 70-year term prescribed by German law, that is, until 31 December 1994.

16 The Land Hessen contended that the opera La Bohème was covered by the term of protection of 56 years
prescribed by Italian law, so that the copyright in that work had expired on 31 December 1980.

17 The Landgericht seised allowed Ricordi's application. The appeal brought by the Land Hessen was
unsuccessful. The Land thus brought an appeal on points of law (Revision).

18 In the order for reference, the Bundesgerichtshof points out that since, according to the findings made, the
opera La Bohème was first published in Italy and not in Germany, it was, at the material time, protected in
Germany solely to the extent provided by international treaties, pursuant to Paragraph 121(4) of the UrhG.

19 Accordingly, in the light of Article 7(8) of the Berne Convention and the fact that German law does not
contain any provision derogating from the principle according to which the term of
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protection must not exceed the term fixed in the country of origin of the work, the term of protection in
Germany for the opera La Bohème was restricted by the term of protection prescribed by Italian law and thus
expired in 1980.

20 According to the Bundesgerichtshof, the outcome of the main proceedings depends on the applicability to
the facts of the case of the prohibition of discrimination on grounds of nationality in the first paragraph of
Article 6 of the EC Treaty.

21 In that regard, the national court expresses some doubt as to whether the prohibition of discrimination in
the first paragraph of Article 6 of the EC Treaty is applicable to the protection of copyright in cases where
the author had died when the Community prohibition of discrimination on grounds of nationality entered into
force. That prohibition has applied to both the Federal Republic of Germany and the Italian Republic since 1
January 1958, whereas Puccini died in 1924.

22 In those circumstances, the Bundesgerichtshof stayed proceedings and referred the following question to the
Court for a preliminary ruling:

Must the prohibition of discrimination in the first paragraph of Article 12 EC be applied in cases where a
foreign author had already died when the Treaty entered into force in the State of which he was a national, if
otherwise the consequence, under national law, would be unequal treatment as regards the term of protection
of the foreign author's works and of those of a national author who also died before the entry into force of
the Treaty?

The question referred for a preliminary ruling

23 By its question, the national court seeks in essence to ascertain whether the prohibition of discrimination in
the first paragraph of Article 6 of the EC Treaty is also applicable to the protection of copyright in cases
where the author had died when the EEC Treaty entered into force in the Member State of which he was a
national and, if so, whether it precludes the term of protection granted by the legislation of a Member State to
the works of an author who is a national of another Member State being shorter than the term granted to the
works of its own nationals.

24 First of all, it must be recalled that, by reason in particular of their effects on intra-Community trade in
goods and services, copyright and related rights fall within the scope of application of the EC Treaty (see, to
that effect, Joined Cases C-92/92 and C-326/92 Phil Collins and Others [1993] ECR I-5145, paragraph 27).

25 Next, it should be noted that the fact that the author had died when the EEC Treaty entered into force in
the Member State of which he was a national does not preclude the application of the first paragraph of
Article 6 of the EC Treaty.

26 Copyright may be relied on not only by an author, but also by those claiming under him (see Phil Collins
and Others, cited above, paragraph 35). It is not disputed that the copyright concerned in the main
proceedings was still producing its effects as regards the persons claiming under Giacomo Puccini when the
EEC Treaty entered into force (see Case C-162/00 Pokrzeptowicz-Meyer [2002] ECR I-1049, paragraphs 49
and 50).

27 Lastly, it must be determined whether the difference of treatment at issue in the main proceedings,
established by the UrhG between German and foreign authors, is contrary to Community law.

28 The Land Hessen contends that this difference of treatment is due to the disparity between the laws of the
Member States.

29 It argues that comparison of the terms of protection, provided for in Article 7(8) of the Berne Convention,
does not use nationality, but country of origin, as a criterion. The term of protection is fixed by each Member
State, which remains free to extend the term of protection applicable under
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its legislation and thereby, by virtue of that provision, the term applicable in respect of its nationals living
abroad. In those circumstances, the national legal situation constitutes a criterion of differentiation which is not
arbitrary, but objective. The term of protection is only indirectly related to the nationality of the author.

30 That interpretation cannot be accepted.

31 Although it is undisputed that the first paragraph of Article 6 of the EC Treaty is not concerned with any
disparities in treatment or the distortions which may result, for the persons and undertakings subject to the
jurisdiction of the Community, from divergences existing between the laws of the various Member States, so
long as those laws affect all the persons subject to them, in accordance with objective criteria and without
direct or indirect regard to nationality, it does prohibit any discrimination on grounds of nationality.
Consequently, that provision requires each Member State to ensure that nationals of other Member States in a
situation governed by Community law are placed on a completely equal footing with its own nationals (see, to
that effect, Phil Collins and Others, cited above, paragraphs 30 and 32).

32 Clearly, Paragraphs 120(1) and 121(1) of the UrhG discriminate directly on grounds of nationality.

33 Moreover, since Article 7(8) of the Berne Convention permits the Federal Republic of Germany to extend
to the rights of a foreign author the 70-year term of protection prescribed by German law, the mechanism of
comparison of the terms of protection provided for in that provision cannot justify the difference of treatment
as regards the term of protection, which is established by the abovementioned provisions of the UrhG,
between the rights of a German author and those of an author who is a national of another Member State.

34 In the light of the foregoing considerations, the answer to the question referred for a preliminary ruling
must be that the prohibition of discrimination in the first paragraph of Article 6 of the EC Treaty is also
applicable to the protection of copyright in cases where the author had died when the EEC Treaty entered into
force in the Member State of which he was a national and it precludes the term of protection granted by the
legislation of a Member State to the works of an author who is a national of another Member State being
shorter than the term granted to the works of its own nationals.

Costs

35 The costs incurred by the German Government and by the Commission, which have submitted observations
to the Court, are not recoverable. Since these proceedings are, for the parties to the main proceedings, a step
in the action pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT (Fifth Chamber),

in answer to the question referred to it by the Bundesgerichtshof by order of 30 March 2000, hereby rules:

The prohibition of discrimination in the first paragraph of Article 6 of the EC Treaty (now, after amendment,
the first paragraph of Article 12 EC) is also applicable to the protection of copyright in cases where the
author had died when the EEC Treaty entered into force in the Member State of which he was a national. It
precludes the term of protection granted by the legislation of a Member State to the works of an author who
is a national of another Member State being shorter than the term granted to the works of its own nationals.
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Judgment of the Court (Sixth Chamber)
of 6 February 2003

Stichting ter Exploitatie van Naburige Rechten (SENA) v Nederlandse Omroep Stichting (NOS).
Reference for a preliminary ruling: Hoge Raad der Nederlanden - Netherlands.

Directive 92/100/EEC - Rental right and lending right and certain rights related to copyright in the field
of intellectual property - Article 8(2) - Broadcasting and communication to the public - Equitable

remuneration.
Case C-245/00.

In Case C-245/00,

REFERENCE to the Court under Article 234 EC by the Hoge Raad der Nederlanden (Netherlands) for a
preliminary ruling in the proceedings pending before that court between

Stichting ter Exploitatie van Naburige Rechten (SENA)

and

Nederlandse Omroep Stichting (NOS),

on the interpretation of Article 8(2) of Council Directive 92/100/EEC of 19 November 1992 on rental right
and lending right and on certain rights related to copyright in the field of intellectual property (OJ 1992 L
346, p. 61),

THE COURT

(Sixth Chamber),

composed of: J.-P. Puissochet (Rapporteur), President of the Chamber, C. Gulmann, V. Skouris, F. Macken
and J.N. Cunha Rodrigues, Judges,

Advocate General: A. Tizzano,

Registrar: M.-F. Contet, Administrator,

after considering the written observations submitted on behalf of:

- Stichting ter Exploitatie van Naburige Rechten (SENA), by J.L.R.A. Huydecoper and H.G. Sevenster,
advocaten,

- Nederlandse Omroep Stichting (NOS), by W. VerLoren van Themaat and R.S. Meijer, advocaten,

- the Netherlands Government, by M.A. Fierstra, acting as Agent,

- the German Government, by A. Dittrich and W.-D. Plessing, acting as Agents,

- the Portuguese Government, by L.I. Fernandes and J.C. de Almeida e Paiva, acting as Agents,

- the Finnish Government, by T. Pynnä, acting as Agent,

- the United Kingdom Government, by G. Amodeo, acting as Agent, assisted by J. Stratford, Barrister,

- the Commission of the European Communities, by K. Banks and H.M.H. Speyart, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Stichting ter Exploitatie van Naburige Rechten (SENA), represented by
E. Pijnacker Hordijk and T. Cohen Jehoram, advocaten, of the Nederlandse Omroep Stichting (NOS),
represented by W. VerLoren van Themaat, of the Netherlands Government, represented by J. van Bakel, acting
as Agent, and the Commission, represented by H.M.H. Speyart, at the hearing on 2 May 2002,

after hearing the Opinion of the Advocate General at the sitting on 26 September 2002,
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gives the following

Judgment

Costs

47 The costs incurred by the Netherlands, German, Portuguese, Finnish and United Kingdom Governments and
by the Commission, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, for the parties to the main proceedings, a step in the action pending before the national court,
the decision on costs is a matter for that court.

On those grounds,

THE COURT

(Sixth Chamber),

in answer to the questions referred to it by the Hoge Raad der Nederlanden by judgment of 9 June 2000,
hereby rules:

1. The concept of equitable remuneration in Article 8(2) of Council Directive 92/100/EEC of 19 November
1992 on rental right and lending right and on certain rights related to copyright in the field of intellectual
property must be interpreted uniformly in all the Member States and applied by each Member State; it is for
each Member State to determine, in its own territory, the most appropriate criteria for assuring, within the
limits imposed by Community law and Directive 92/100 in particular, adherence to that Community concept.

2. Article 8(2) of Directive 92/100 does not preclude a model for calculating what constitutes equitable
remuneration for performing artists and phonogram producers that operates by reference to variable and fixed
factors, such as the number of hours of phonograms broadcast, the viewing and listening densities achieved by
the radio and television broadcasters represented by the broadcast organisation, the tariffs fixed by agreement
in the field of performance rights and broadcast rights in respect of musical works protected by copyright, the
tariffs set by the public broadcast organisations in the Member States bordering on the Member State
concerned, and the amounts paid by commercial stations, provided that that model is such as to enable a
proper balance to be achieved between the interests of performing artists and producers in obtaining
remuneration for the broadcast of a particular phonogram, and the interests of third parties in being able to
broadcast the phonogram on terms that are reasonable, and that it does not contravene any principle of
Community law.

1 By judgment of 9 June 2000, received at the Court on 19 June 2000, the Hoge Raad der Nederlanden
referred for a preliminary ruling under Article 234 EC three questions on the interpretation of Article 8(2) of
Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right and on certain rights
related to copyright in the field of intellectual property (OJ 1992 L 346, p. 61).

2 Those questions were referred in the context of proceedings between the Stichting ter Exploitatie van
Naburige Rechten (Association for the Exploitation of Related Rights, hereinafter `SENA') and the
Nederlandse Omroep Stichting (Netherlands Broadcasting Association, hereinafter `NOS') relating to the
determination of the equitable remuneration to be paid to performing artists and phonogram producers for the
broadcasting of phonograms by radio and television.

Community legislation

3 The object of Directive 92/100 is to establish harmonised legal protection for the rental and lending right
and certain rights related to copyright in the field of intellectual property.
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4 It is clear from the first recital of the preamble to Directive 92/100 that harmonisation is intended to remove
differences between national laws where they `are sources of barriers to trade and distortions of competition
which impede the proper functioning of the internal market'.

5 The 7th, 11th, 15th and 17th recitals in the preamble to that Directive state as follows:

`Whereas the creative and artistic work of authors and performers necessitates an adequate income as a basis
for further creative and artistic work, and the investments required particularly for the production of
phonograms and films are especially high and risky; whereas the possibility for securing that income and
recouping that investment can only effectively be guaranteed through adequate legal protection of the
rightholders concerned;

...

Whereas the Community's legal framework on the rental right and lending right and on certain rights related
to copyright can be limited to establishing that Member States provide rights with respect to rental and
lending for certain groups of rightholders and further to establishing the rights of fixation, reproduction,
distribution, broadcasting and communication to the public for certain groups of rightholders in the field of
related rights protection;

...

Whereas it is necessary to introduce arrangements ensuring that an unwaivable equitable remuneration is
obtained by authors and performers who must retain the possibility to entrust the administration of this right
to collecting societies representing them;

...

Whereas the equitable remuneration must take account of the importance of the contribution of the authors and
performers concerned to the phonogram or film;

...'.

6 Article 8(1) and (2) of Directive 92/100 provides as follows:

`1. Member States shall provide for performers the exclusive right to authorise or prohibit the broadcasting by
wireless means and the communication to the public of their performances, except where the performance is
itself already a broadcast performance or is made from a fixation.

2. Member States shall provide a right in order to ensure that a single equitable remuneration is paid by the
user, if a phonogram published for commercial purposes, or a reproduction of such phonogram, is used for
broadcasting by wireless means or for any communication to the public, and to ensure that this remuneration
is shared between the relevant performers and phonogram producers. Member States may, in the absence of
agreement between the performers and phonogram producers, lay down the conditions as to the sharing of this
remuneration between them.'

7 The concept of equitable remuneration is not defined in Directive 92/100.

National legislation

8 Article 7 of the Wet op de naburige rechten (Netherlands Law on related rights) of 1 July 1993, as
amended by the Law of 21 December 1995 (Staatsblad 1995, p. 653, hereinafter `the WNR'), provides as
follows:

`1. A phonogram produced for commercial purposes, or a reproduction thereof, may be broadcast without the
permission of the producer of the phonogram and the performing artist or their successors in title or otherwise
made public, provided equitable remuneration is paid therefor.

2. Failing an agreement concerning the amount of equitable remuneration, the Arrondissementsrechtbank
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te 's-Gravenhage [District Court, The Hague] shall have exclusive jurisdiction at first instance to determine the
amount of remuneration at the suit of the first party to make application in that regard.

3. The remuneration shall be payable both to the performing artist and the producer, or to the persons entitled
under them, and shall be shared equally between them.'

9 Article 15 of the WNR provides that payment of the equitable remuneration referred to in Article 7 is to be
made to a legal person acting as representative, to be appointed by the Minister of Justice, which is to be
solely responsible for collecting and distributing the remuneration, and that that legal person is to represent in
all respects the persons entitled for the purposes of determination of the amount of the remuneration,
collection thereof, and the exercise of the exclusive right.

The main proceedings and the questions referred for a preliminary ruling

10 Before the entry into force of the WNR, an agreement had been entered into on 16 December 1986 by
NOS and Stichting Radio Nederland Wereldomroep (Radio Netherlands World Broadcasting Association), of
the one part, and the Nederlandse Vereniging van Producenten en Importeurs van Beeld en Geluidsdragers
(Netherlands Association of Producers and Importers of Image and Sound Media, hereinafter `NVPI'), of the
other part. Under that agreement, NOS was liable to pay NVPI, on an annual basis as from 1984, (indexed)
remuneration in consideration of the use of the rights of performing artists and phonogram producers. The
remuneration paid by NOS to NVPI under that agreement amounted in 1984 to NLG 605 000 and, in 1994,
to NLG 700 000.

11 SENA was, pursuant to Article 15 of the WNR, designated to collect and distribute the equitable
remuneration in respect of fees in place of NVPI, whereupon NVPI, by a letter of 23 December 1993,
terminated the agreement between itself and NOS.

12 SENA and NOS sought to agree the amount of equitable remuneration to be fixed under the WNR,
pursuant to Article 7(1) thereof. They failed to do so and SENA consequently brought an action before the
Arrondissementsrechtbank te 's-Gravenhage pursuant to Article 7(2) of the WNR, seeking an order that the
equitable remuneration be fixed at NLG 3 500 per hour of television broadcast and NLG 350 per hour of
radio broadcast, giving an annual amount claimed of approximately NLG 7 500 000.

13 Based on the agreement of 16 December 1986 and the amounts paid thereunder to NVPI, NOS
counterclaimed for an order that the annual amount of equitable remuneration be fixed at NLG 700 000.

14 By two interim judgments of 7 August 1996 and 16 April 1997, the Arrondissementsrechtbank ruled that
the remuneration due for 1995 was NLG 2 000 000. It declared that determination of the remuneration due
for the following years depended on further information, which it requested be submitted to it.

15 On appeal the Gerechtshof te 's-Gravenhage (Regional Court of Appeal, The Hague) found, in an interim
judgment of 6 May 1999, that the principal issue was how to determine the equitable remuneration referred to
in Article 7(1) of the WNR, having regard to the fact that neither that law nor Directive 92/100 gives any
specific indication at all as to how to calculate it.

16 The Gerechtshof pointed out, first of all, that Directive 92/100 does not harmonise the method for
calculating the equitable remuneration, even though the practice followed in other Member States may have an
influence on the one that will be adopted in the Netherlands.

17 Second, it found that it is clear from the WNR's legislative history that the equitable remuneration must
correspond approximately to what was payable previously under the agreement between NOS and
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NVPI, and that a calculation model must be devised which is propitious for ensuring that the level of
remuneration is equitable and for enabling such remuneration to be calculated and reviewed; it is for the
parties to endeavour to produce such a model in the first instance, using variable and fixed factors.

18 The Gerechtshof proposed the following factors:

- the number of hours of phonograms broadcast;

- the viewing and listening densities achieved by the radio and television broadcasters represented by NOS;

- the tariffs fixed by agreement in the area of performance rights and broadcast rights in respect of musical
works protected by copyright;

- the tariffs applied by public broadcasters in Member States adjacent to the Netherlands;

- the amounts paid by commercial stations.

19 SENA brought an appeal in cassation, arguing that the Gerechtshof had used legal reasoning that was
incompatible with Directive 92/100, in so far as, with regard to the concept of equitable remuneration, that
directive seeks to introduce an autonomous concept of Community law, which is to be interpreted uniformly
in the Member States. It contended that the Gerechtshof's analysis leads to identical situations being treated
differently.

20 Since SENA's arguments raise questions of interpretation of Directive 92/100, the Hoge Raad der
Nederlanden decided to stay proceedings and to refer the following questions to the Court of Justice for a
preliminary ruling:

`(1) Is the term "equitable remuneration" used in Article 8(2) of the directive a Community concept which
must be interpreted and applied in the same way in all the Member States of the European Community?

(2) If so:

(a) What are the criteria for determining the amount of such equitable remuneration?

(b) Should guidance be sought from the levels of remuneration which were agreed or were customary as
between the organisations concerned prior to entry into force of the directive in the relevant Member State?

(c) Must or may regard be had to the expectations of the persons concerned at the time of enactment of the
national legislation implementing the directive in regard to the amount of remuneration?

(d) Should guidance be sought from the levels of remuneration for broadcasts paid under music copyright by
broadcasters?

(e) Must the remuneration be related to the potential numbers of listeners or viewers, or to actual numbers, or
partly to the former and partly to the latter and, if so, in what proportion?

(3) If the answer to the first question is in the negative, does that mean that the Member States are entirely
free to lay down the criteria for determining equitable remuneration? Or is that freedom subject to certain
limits and, if so, what are those limits?'

The first question

21 By its first question the national court is asking, essentially, whether the concept of equitable remuneration
within the meaning of Article 8(2) of Directive 92/100 must, firstly, be interpreted in the same way in all
Member States, and secondly, be applied using the same criteria in all Member
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States.

22 With regard, first of all, to the question of the uniform interpretation of the concept of equitable
remuneration, the parties to the main proceedings, all the governments which submitted observations, with the
exception of the Finnish Government, and the Commission concur in their acknowledgement that that term,
appearing as it does in a Council directive and making no reference to national laws, must be regarded as an
autonomous provision of Community law and be interpreted uniformly throughout the Community.

23 As the United Kingdom points out, the Court has already held that the need for uniform application of
Community law and the principle of equality require that the terms of a provision of Community law which
makes no express reference to the law of the Member States for the purpose of determining its meaning and
scope must normally be given an autonomous and uniform interpretation throughout the Community; that
interpretation must take into account the context of the provision and the purpose of the legislation in question
(see, for example, Case 327/82 Ekro [1984] ECR 107, paragraph 11; and Case C-287/98 Linster [2000] ECR
I-6917, paragraph 43, and Case C-357/98 Yiadom [2000] ECR I-9265, paragraph 26).

24 That applies to the concept of equitable remuneration in Article 8(2) of Directive 92/100. Pursuant to the
principle of the autonomy of Community law, it is a concept that must be interpreted uniformly in all Member
States.

25 As regards, secondly, the question whether the same criteria are to apply in all Member States, the parties
to the main proceedings, every government which submitted observations and the Commission are all agreed
that Directive 92/100 does not give a definition of the concept of equitable remuneration. Furthermore, they
are unanimous in their contention that, whilst that directive leaves it to the Member States to distribute the
equitable remuneration among performing artists and producers of phonograms in certain circumstances, it does
not assign to them the task of laying down common criteria for determining what constitutes equitable
remuneration.

26 By way of converse inference from the latter part of that contention, SENA argues that the Community
legislature has denied the Member States the right unilaterally to lay down the criteria for determining what
constitutes equitable remuneration and thus the amount thereof. It bases that argument on the judgment in
Case C-293/98 Egeda [2000] ECR I-629, in which the Court held that Council Directive 93/83/EEC of 27
September 1993 on the coordination of certain rules concerning copyright and rights related to copyright
applicable to satellite broadcasting and cable retransmission (OJ 1993 L 248, p. 15) does not harmonise
copyright provisions fully but only on a minimal basis. SENA infers from this, by analogy, that Directive
92/100, the specific purpose of which is to introduce and guarantee a right, enshrined in Article 8(2), to
equitable remuneration for the use of commercial phonograms harmonises the existence and the scope of that
right.

27 It further contends that, if there is to be consistency with that harmonising objective, the amount of
equitable remuneration must be determined by reference to the commercial value of the rental or lending
service alone.

28 In support of its contention, it notes that Directive 92/100 is based on Article 57(2) of the EC Treaty
(now, after amendment, Article 47(2) EC), Article 66 of the EC Treaty (now Article 55 EC) and Article 100a
of the EC Treaty (now, after amendment, Article 95 EC), and argues that those articles were chosen as legal
bases in order to reflect the goal of creating the internal market, and thus an intention to harmonise the laws
of the Member States.

29 According to SENA, the pursuit of that goal makes it possible inter alia to remove the unjustified barriers
and inequalities that affect the position of performing artists and producers of phonograms on the market to be
eliminated and any economic disadvantages which may result from the broadcasting
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of such phonograms.

30 It argues that the Court's interpretation of Directive 92/100 in similar areas has confirmed that directive's
objectives, which are to reduce, by harmonisation of laws, existing differences in the legal protection afforded
by the Member States, to ensure that performing artists are paid an appropriate fee and to enable producers of
phonograms to recoup their investment. The Court emphasised those points and the importance of the cultural
development of the Community, based on Article 128 of the EC Treaty (now, after amendment, Article 151
EC), in its judgments in Case C-200/96 Metronome Musik [1998] ECR I-1953 and Case C-61/97 FDV [1998]
ECR I-5171.

31 All the governments which submitted observations and the Commission ask the Court to find that SENA's
arguments do not show that, by its silence in Article 8(2) of Directive 92/100, the Community legislature
impliedly intended to lay down uniform criteria for determining whether remuneration is equitable or not.

32 On the contrary, they contend that Directive 92/100 deliberately omitted to lay down a detailed and
universally applicable method for calculating the level of such remuneration.

33 It must be recalled that the directive requires the Member States to lay down rules ensuring that users pay
an equitable remuneration when a phonogram is broadcast. It also states that the manner in which that
remuneration is shared between performing artists and producers of phonograms is normally to be determined
by agreement between them. It is only if their negotiations do not produce agreement as to how to distribute
the remuneration that the Member State must intervene to lay down the conditions.

34 In the absence of any Community definition of equitable remuneration, there is no objective reason to
justify the laying down by the Community judicature of specific methods for determining what constitutes
uniform equitable remuneration, which would necessarily entail its acting in the place of the Member States,
which are not bound by any particular criteria under Directive 92/100 (see, to that effect, Case C-131/97
Carbonari [1999] ECR I-1103, paragraph 45). It is therefore for the Member States alone to determine, in
their own territory, what are the most relevant criteria for ensuring, within the limits imposed by Community
law, and particularly Directive 92/100, adherence to that Community concept.

35 In that connection, it is apparent that the source of inspiration for Article 8(2) of Directive 92/100 is
Article 12 of the International Convention for the Protection of Performers, Producers of Phonograms and
Broadcasting Organisations signed in Rome on 26 October 1961. That convention provides that the payment
of equitable remuneration, and the conditions for sharing that remuneration are, in the absence of agreement
between the various parties concerned, to be established by domestic law and simply lists a number of factors,
which it states to be non-exhaustive, non-binding and potentially relevant, for the purposes of deciding what is
equitable in each case.

36 In those circumstances, the Court's role, in the context of a dispute brought before it, can only be to call
upon the Member States to ensure the greatest possible adherence throughout the territory of the Community
to the concept of equitable remuneration, a concept which must, in the light of the objectives of Directive
92/100, as specified in particular in the preamble thereto, be viewed as enabling a proper balance to be
achieved between the interests of performing artists and producers in obtaining remuneration for the broadcast
of a particular phonogram, and the interests of third parties in being able to broadcast the phonogram on terms
that are reasonable.

37 As the Commission points out, whether the remuneration, which represents the consideration for the use of
a commercial phonogram, in particular for broadcasting purposes, is equitable is to be assessed, in particular,
in the light of the value of that use in trade.
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38 The reply to the first question must therefore be that the concept of equitable remuneration in Article 8(2)
of Directive 92/100 must be interpreted uniformly in all the Member States and applied by each Member
State; it is for each Member State to determine, in its own territory, the most appropriate criteria for assuring,
within the limits imposed by Community law and Directive 92/100 in particular, adherence to that Community
concept.

The second and third questions

39 By its second and third questions, the national court is asking, essentially, what criteria are to be used for
determining the amount of the equitable remuneration, and what limits are imposed on the Member States in
laying down those criteria.

40 As the reply to the first question makes clear, it is not for the Court itself to lay down the criteria for
determining what constitutes equitable remuneration, or to set general predetermined limits on the fixing of
such criteria; its role is, rather, to provide the national court with the information it needs to assess whether
the national criteria used for assessing the remuneration of performing artists and phonogram producers are
such as to ensure that they receive equitable remuneration in a manner that is consistent with Community law.

41 In the absence, in the case in the main proceedings, of any contractual agreement between SENA and NOS
on the amount of remuneration, it is for the national court, by virtue of Article 7 of the WNR, to lay down
the amount of remuneration. It was in application of that law that the Gerechtshof te 's-Gravenhage held that a
calculation model must be devised which is propitious for ensuring that the level of remuneration is equitable
and for enabling such remuneration to be calculated and reviewed, using variable and fixed factors: the
number of hours of phonograms broadcast, the viewing and listening densities achieved by the radio and
television broadcasters represented by the broadcasting organisation, the tariffs fixed by agreement in the area
of performance rights and broadcasting rights in respect of musical works protected by copyright, the tariffs
applied by public broadcasters in Member States bordering on the Netherlands and, finally, the amounts paid
by commercial stations.

42 The Gerechtshof furthermore pointed out that the parties may in the first instance endeavour to reach
agreement themselves on a method of calculation, which must, in the initial years following the date of entry
into force of Directive 92/100, result in a sum that corresponds approximately to what the broadcaster was
paying before, under a contract, to the previous collecting agency, if the need to guarantee equitable
remuneration does not justify an increase.

43 Finally, it envisaged the possibility of calling on experts to draw up a calculation model if the parties
cannot agree.

44 The national court is therefore doing everything to ensure the best possible compliance with the provisions
of Article 8(2) of Directive 92/100, that is to say, assuring the equitable remuneration of performing artists
and phonogram producers by giving preference to a contractual agreement based on objective criteria. It is
for the parties to achieve a balance between those criteria by taking account, in particular, of the methods
used in the other Member States and, in the event that negotiations between them fail, by agreeing that the
national court may receive technical assistance from an expert to determine the amount of equitable
remuneration.

45 The Netherlands legislature has therefore chosen to allow the representatives of performing artists and
phonogram producers and of phonogram users to determine by mutual agreement the amount of equitable
remuneration and, failing such agreement, to entrust that task to the national court, which has final
responsibility for calculating the remuneration. That method, which is very protective of the parties and at the
same time consistent with Community law, makes it possible to establish a general framework for the various
choices made by the Member States for the purpose of calculating
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the amount of equitable remuneration.

46 Accordingly, the reply to the second and third questions must be that Article 8(2) of Directive 92/100 does
not preclude a model for calculating what constitutes equitable remuneration for performing artists and
phonogram producers that operates by reference to variable and fixed factors, such as the number of hours of
phonograms broadcast, the viewing and listening densities achieved by the radio and television broadcasters
represented by the broadcast organisation, the tariffs fixed by agreement in the field of performance rights and
broadcast rights in respect of musical works protected by copyright, the tariffs set by the public broadcast
organisations in the Member States bordering on the Member State concerned, and the amounts paid by
commercial stations, provided that that model is such as to enable a proper balance to be achieved between
the interests of performing artists and producers in obtaining remuneration for the broadcast of a particular
phonogram, and the interests of third parties in being able to broadcast the phonogram on terms that are
reasonable, and that it does not contravene any principle of Community law.
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movement of services ; Approximation of laws ; Industrial and commercial
property

AUTLANG Dutch

OBSERV Netherlands ; Federal Republic of Germany ; Portugal ; Finland ; United
Kingdom ; Member States ; Commission ; Institutions

NATIONA Netherlands

NATCOUR *A9* Hoge Raad, 1e kamer, arrest van 09/06/2000 (C99/0248 HR)
- Informatierecht 2000 p.164-166
- Nederlands juristenblad 2000 p.1296-1298
- Nederlandse jurisprudentie ; Uitspraken in burgerlijke en strafzaken 2000 p.3009
(résumé)
- Rechtspraak van de week 2000 no 151
- gepubliceerde rechtspraak met annotaties in 2001 en 2002 (Ed. Kluwer -
Deventer) 2003 p.184-201
- Nederlandse jurisprudentie ; Uitspraken in burgerlijke en strafzaken 2001 no
569
- Verkade, D.W.F.: Nederlandse jurisprudentie ; Uitspraken in burgerlijke en
strafzaken 2001 no 569
- Verkade, D.W.F.: Nederlandse jurisprudentie ; Intellectuele eigendomsrecht :
gepubliceerde rechtspraak met annotaties in 2001 en 2002 (Ed. Kluwer -
Deventer) 2003 p.209-211

NOTES Heinemann, Andreas: Juristenzeitung 2003 p.678-680
Seignette, Jacqueline: AMI: Tijdschrif voor auteurs-, media & informatierecht
2003 p.109-119
Guizzardi, Silvia: Europa e diritto privato 2003 p.935-942

PROCEDU Reference for a preliminary ruling

ADVGEN Tizzano

JUDGRAP Puissochet

DATES of document: 06/02/2003
of application: 19/06/2000

© An extract from a JUSTIS database



61998J0293 European Court reports 2000 Page I-00629 1

Judgment of the Court (Sixth Chamber)
of 3 February 2000

Entidad de Gestion de Derechos de los Productores Audiovisuales (Egeda) v Hostelería Asturiana SA
(Hoasa).

Reference for a preliminary ruling: Juzgado de Primera Instancia e Instruccion de Oviedo - Spain.
Copyright - Satellite broadcasting and cable retransmission.

Case C-293/98.

Approximation of laws - Copyright and related rights - Directive 93/83 - Satellite broadcasting and cable
retransmission - Reception by a hotel establishment of television signals and their distribution by cable to its
various rooms - Classification - Act of communication to the public or reception by the public - A question of
national law

(Council Directive 93/83, Arts 1(2)(a) and 3)

$$The question whether the reception by a hotel establishment of satellite or terrestrial television signals and
their distribution by cable to the various rooms of that hotel is an act of communication to the public or
reception by the public is not governed by Directive 93/83 on the coordination of certain rules concerning
copyright and rights related to copyright applicable to satellite broadcasting and cable retransmission, and must
consequently be decided in accordance with national law.

(see para. 29 and operative part )

In Case C-293/98,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Juzgado de
Primera Instancia e Instruccion de Oviedo, Spain, for a preliminary ruling in the proceedings pending before
that court between

Entidad de Gestion de Derechos de los Productores Audiovisuales (Egeda)

and

Hostelería Asturiana SA (Hoasa)

on the interpretation of Article 1 of Council Directive 93/83/EEC of 27 September 1993 on the coordination
of certain rules concerning copyright and rights related to copyright applicable to satellite broadcasting and
cable retransmission (OJ 1993 L 248, p. 15),

THE COURT (Sixth Chamber),

composed of: P.J.G. Kapteyn (Rapporteur), acting for the President of the Sixth Chamber, G. Hirsch and H.
Ragnemalm, Judges,

Advocate General: A. La Pergola,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- the Entidad de Gestion de Derechos de los Productores Audiovisuales (Egeda), by J.A. Suarez Lozano, of
the Madrid Bar,

- Hostelería Asturiana SA (Hoasa), by L. Alvarez Fernandez, Procurador de los Tribunales, and C. Florez
Menéndez, of the Oviedo Bar,

- the Spanish Government, by S. Ortiz Vaamonde, Abogado del Estado, acting as Agent,

- the German Government, by A. Dittrich, Ministerialrat in the Federal Ministry of Justice, and C.-D.
Quassowski, Regierungsdirektor in the Federal Ministry of the Economy, acting as Agents,
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- the United Kingdom Government, by M. Ewing, of the Treasury Solicitor's Department, acting as Agent,
assisted by D. Alexander, Barrister,

- the Commission of the European Communities, by K. Banks and J. Crespo Carrillo, of its Legal Service,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of the Entidad de Gestion de Derechos de los Productores Audiovisuales
(Egeda), represented by J.A. Suarez Lozano, of the Hostelería Asturiana SA (Hoasa), represented by C. Florez
Menéndez, of the Spanish Government, represented by S. Ortiz Vaamonde, of the French Government,
represented by A. Maitrepierre, Chargé de Mission in the Department of Legal Affairs in the Ministry of
Foreign Affairs, acting as Agent, and of the Commission, represented by K. Banks and by M. Desantes Real,
a civil servant on detachment to its Legal Service, acting as Agent, at the hearing on 1 July 1999,

after hearing the Opinion of the Advocate General at the sitting on 9 September 1999,

gives the following

Judgment

1 By order of 1 June 1998, received at the Court on 29 July 1998, the Juzgado de Primera Instancia e
Instruccion de Oviedo (Court of First Instance and Preliminary Investigations, Oviedo) referred to the Court
for a preliminary ruling under Article 177 of the EC Treaty (now Article 234 EC) a question on the
interpretation of Article 1 of Council Directive 93/83/EEC of 27 September 1993 on the coordination of
certain rules concerning copyright and rights related to copyright applicable to satellite broadcasting and cable
retransmission (OJ 1993 L 248, p. 15, hereinafter the Directive) and in particular the concepts of act of
communication to the public and reception by the public.

2 That question was raised in proceedings between the Entidad de Gestion de Derechos de los Productores
Audiovisuales (Collecting Society for Audio-visual Producers, hereinafter Egeda) and Hostelería Asturiana SA
(hereinafter Hoasa), the owner of a hotel business known as Hotel de la Reconquista.

Legislation

3 Article 1(2)(a) of the Directive provides as follows:

For the purpose of this Directive, "communication to the public by satellite" means the act of introducing,
under the control and responsibility of the broadcasting organisation, the programme-carrying signals intended
for reception by the public into an uninterrupted chain of communication leading to the satellite and down
towards the earth.

4 Article 1(3) of the Directive provides:

For the purposes of this Directive, "cable retransmission" means the simultaneous, unaltered and unabridged
retransmission by a cable or microwave system for reception by the public of an initial transmission from
another Member State, by wire or over the air, including ... by satellite, of television or radio programmes
intended for reception by the public.

Facts

5 In the hotel which it operates, Hoasa installed a system for the reception of television programmes broadcast
terrestrially or by satellite and their exclusive distribution to the guests occupying the rooms of the hotel.

6 Taking the view that the service of distributing the audiovisual recordings and other works contained in the
television programmes provided to the guests of the hotel infringed the codified law on intellectual
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property, as approved by Royal Legislative Decree 1/1996 of 12 April 1996 (BOE No 97 of 22 April 1996, p.
14369), which transposed the Directive into Spanish law, Egeda brought an application in small-claim
proceedings seeking that Hoasa be required to suspend the retransmission of programmes to the hotel rooms,
prohibited from resuming that activity without its express authority and ordered to compensate the damage
Egeda had sustained.

7 Before the national court Hoasa disputed that the hotel had made any communication to the public or cable
retransmission within the meaning of Article 1 of the Directive.

8 The national court stated in its order, inter alia, that Article 122(2) of the Codified Law on Intellectual
Property provides that "persons using audiovisual recordings for communication to the public as defined in
Article 20(2)(f) and (g) of this Law shall pay a fair one-off fee to the producers of audiovisual recordings...".
Paragraph 3 of that article adds that the copyright management societies shall administer the right to the fair
one-off fee referred to in the preceding paragraph....

9 The national court went on to say that Article 20(2)(f) of the Law, to which Article 122(2) refers and on
which the claim is based, defines as an "act of communication to the public retransmission, by any of the
means set out in the preceding subparagraphs, by an entity other than the one from which the broadcast work
originates". One of the means mentioned in the preceding subparagraphs, specifically in subparagraph (d), is
communication by satellite, and subparagraph (e) refers to cable transmission, the first of those provisions
setting out verbatim the definition of broadcasting or "communication to the public" by satellite which appears
in Article 1(2)(a) of the directive....

The question referred for a preliminary ruling

10 It was in those circumstances that the Juzgado de Primera Instancia e Instruccion de Oviedo decided to
stay proceedings and refer the following question to the Court of Justice for a preliminary ruling:

Is Article 1(2)(a) and (3) of Directive 93/83/EEC to be interpreted as meaning that the reception by a hotel
establishment of satellite or terrestrial television signals and their distribution by cable to the various rooms of
that hotel constitutes an "act of communication to the public" or "reception by the public"?

11 Egeda and the German, French and United Kingdom Governments all argue, essentially, that the provisions
of the Directive do not permit the Court to provide the national court with the interpretative guidance it seeks,
and that the question referred for a preliminary ruling must be decided on the basis of the provisions of
national law alone.

12 Hoasa and the Spanish Government contend that the reception by a hotel of satellite or terrestrial television
signals and their distribution by cable to the various rooms of the hotel does not amount to an act of
communication to the public or cable retransmission within the meaning of Article 1(2)(a) and (3) of the
Directive.

13 The Commission argues that Article 1(2)(a) and (3) of the Directive is not intended to be used in
establishing whether or not there is an act of communication to the public or what is meant by the public. In
this connection, it states that the Directive does not harmonise all provisions of national law relating to
copyright and rights related to copyright. The Commission also states that the Kingdom of Spain has a duty to
apply the Berne Convention for the Protection of Literary and Artistic Works (Paris Act of 24 July 1971, as
amended on 28 September 1979). It argues that the retransmission of a broadcast received by a hotel to a
large number of rooms could, on the basis of Articles 11 and 11A of that Convention, be regarded as a
communication to the public requiring the authority of the owners of the rights in question.
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14 It should be noted first of all that, as regards the cross-border broadcasting, in particular by cable and
satellite, of programmes within the Community, the Council has already adopted Directive 89/552/EEC of 3
October 1989 on the coordination of certain provisions laid down by law, regulation or administrative action
in Member States concerning the pursuit of television broadcasting activities (OJ 1989 L 298, p. 23).

15 Next, the fifth recital in the preamble to the Directive states that the achievement of objectives in respect
of cross-border satellite broadcasting and the cable retransmission of programmes from other Member States is
currently still obstructed by a series of differences between national rules of copyright and some degree of
legal uncertainty.

16 The twelfth recital states that the aim of the Directive is to supplement, with reference to copyright, the
legal framework for the creation of the single audiovisual area laid down in Directive 89/552/EEC.

17 Lastly, it should be noted that, according to the thirty-second and thirty-third recitals, the Directive
provides for only a minimum degree of harmonisation of the provisions relating to copyright and rights related
to copyright.

18 In the thirty-fourth recital the Directive makes it clear that it does not prejudice further harmonisation in
the field of copyright and rights related thereto, as well as the collective administration of such rights.

19 It is in the light of those recitals that the question regarding the interpretation of Article 1(2)(a) and (3) of
the Directive must be considered.

20 It should be observed first of all that, as is stated in the fourteenth recital, the objective of Article 1(2)(a)
is to overcome the legal uncertainty regarding the rights to be acquired which impedes satellite broadcasting
by defining the notion of communication to the public by satellite at a Community level and in a way which
also specifies where the act of communication takes place.

21 The recital also states that such a definition is necessary to avoid the cumulative application of several
national laws to a single act of broadcasting.

22 Article 2 of the Directive requires the relevant Member States to provide an exclusive right for the author
to authorise the communication to the public by satellite of copyright works, subject to the provisions of
Chapter II of the Directive.

23 Secondly, the provisions of the Directive concerning cable retransmission are different from those
concerning satellite broadcasting.

24 It is clear from Article 8 of the Directive, and from the twenty-seventh recital in the preamble, that the
Directive neither requires the Member States to introduce a specific cable retransmission right nor defines the
scope of any such right. It merely imposes an obligation upon the Member States to ensure that when
programmes from other Member States are retransmitted by cable in their territory the applicable copyright
and related rights are observed.

25 It is clear from the foregoing that Article 1(2)(a) and (3) of the Directive does not provide information to
enable the Court to answer the question whether the reception by a hotel establishment of satellite or
terrestrial television signals and their distribution by cable to the various rooms of that hotel constitutes an act
of communication to the public or reception by the public.

26 That finding is corroborated, moreover, by the Proposal for a European Parliament and Council Directive
on the harmonisation of certain aspects of copyright and related rights in the Information Society, presented
by the Commission on 21 January 1998 (OJ 1998 C 108, p. 6).

27 The fifteenth recital in the preamble states that the proposal seeks to harmonise the [law]
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applicable to the communication to the public of works, where this had not yet been done by existing
Community legislation.

28 Under Article 3(1) of the proposal, the Member States are to provide authors with the exclusive right to
authorise or prohibit any communication to the public of originals and copies of their works, by wire or
wireless means, including the making available to the public of their works in such a way that members of
the public may access them from a place and at a time individually chosen by them.

29 Therefore, the question whether the reception by a hotel establishment of satellite or terrestrial television
signals and their distribution by cable to the various rooms of that hotel is an act of communication to the
public or reception by the public is not governed by the Directive, and must consequently be decided in
accordance with national law.

Costs

30 The costs incurred by the Spanish, German, French and United Kingdom Governments and the
Commission, which have submitted observations to the Court, are not recoverable. Since these proceedings are,
for the parties to the main action, a step in the proceedings pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber),

in answer to the question referred to it by the Juzgado de Primera Instancia e Instruccion de Oviedo by order
of 1 June 1998, hereby rules:

The question whether the reception by a hotel establishment of satellite or terrestrial television signals and
their distribution by cable to the various rooms of that hotel is an act of communication to the public or
reception by the public is not governed by Council Directive 93/83/EEC of 27 September 1993 on the
coordination of certain rules concerning copyright and rights related to copyright applicable to satellite
broadcasting and cable retransmission, and must consequently be decided in accordance with national law.
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Judgment of the Court
of 29 June 1999

Butterfly Music Srl v Carosello Edizioni Musicali e Discografiche Srl (CEMED).
Reference for a preliminary ruling: Tribunale civile e penale di Milano - Italy.

Copyright and related rights - Directive 93/98/EEC - Harmonisation of the term of protection.
Case C-60/98.

1 Acts of the institutions - Act amending an earlier provision - Application of the amending rule to the future
effects of situations arising during the currency of the earlier provision - Principle of the protection of
legitimate expectations - No effect

2 Approximation of laws - Copyright and related rights - Directive 93/98 - Harmonisation of the term of
protection - Revival of rights which expired before implementation of the Directive - Protection of rights
acquired by third parties - National legislation limiting that protection - Whether permissible

(Council Directive 93/98, Art. 10(2) and (3))

1 As a matter of principle, amending legislation applies, unless otherwise provided, to the future consequences
of situations which arose under the previous legislation. Although the principle of the protection of legitimate
expectations is one of the fundamental principles of the Community, it cannot be extended to the point of
generally preventing new rules from applying to the future consequences of situations which arose under the
earlier rules.

2 It is clear from Article 10(2) and (3), read together, of Directive 93/98 harmonising the term of protection
of copyright and certain related rights that the Directive provides for the possibility that copyright and related
rights which had expired under the applicable legislation before the date of its implementation could be
revived, without prejudice to acts of exploitation performed before that date, while leaving it to the Member
States to adopt measures to protect acquired rights of third parties. Such measures must be regarded as
measures which the Member States are under an obligation to adopt, but the details of which are left to the
discretion of the Member States, provided, however, that those details do not have the overall effect of
preventing the application of the new terms of protection on the date laid down by the Directive.

Accordingly, Article 10(3) of Directive 93/98 does not preclude a provision of national law which lays down
a limited period in which sound-recording media may be distributed by persons who, by reason of the expiry
of the rights relating to those media under previous legislation, had been able to reproduce and market them
before the subsequent legislation entered into force. Such legislation satisfies the obligation imposed on the
Member States to adopt measures to protect acquired rights of third parties and, by thus limiting that
protection with regard to the distribution of sound-recording media, meets the need to circumscribe a provision
of that kind, which must necessarily be transitional in order not to prevent the application of the new terms of
protection of copyright and related rights on the date laid down by the Directive, that being the Directive's
principal objective.

In Case C-60/98,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Tribunale Civile
e Penale, Milan, Italy, for a preliminary ruling in the proceedings pending before that court between

Butterfly Music Srl

and

Carosello Edizioni Musicali e Discografiche Srl (CEMED),

Intervener:
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Federazione Industria Musicale Italiana (FIMI),

on the interpretation of Article 10 of Council Directive 93/98/EEC of 29 October 1993 harmonising the term
of protection of copyright and certain related rights (OJ 1993 L 290, p. 9),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, P.J.G. Kapteyn, J.-P. Puissochet (Rapporteur), G. Hirsch and
P. Jann (Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, C. Gulmann, J.L. Murray, D.A.O.
Edward and L. Sevon, Judges,

Advocate General: G. Cosmas,

Registrar: L. Hewlett, Administrator,

after considering the written observations submitted on behalf of:

- Butterfly Music Srl, by Umberto Buttafava and Pierluigi Maini, of the Milan Bar, and Alfio Rapisardi, of
the Piacenza Bar,

- Carosello Edizioni Musicali e Discografiche Srl (CEMED), by Gianpietro Quiriconi and Luigi Carlo
Ubertazzi, of the Milan Bar,

- the Federazione Industria Musicale Italiana (FIMI), by Giorgio Mondini, of the Milan Bar,

- the Italian Government, by Professor Umberto Leanza, Head of the Legal Department of the Ministry of
Foreign Affairs, acting as Agent, and Oscar Fiumara, Avvocato dello Stato, and

- the Commission of the European Communities, by Karen Banks and Laura Pignataro, of its Legal Service,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Carosello Edizioni Musicali e Discografiche Srl (CEMED), the
Federazione Industria Musicale Italiana (FIMI), the Italian Government and the Commission at the hearing on
9 February 1999,

after hearing the Opinion of the Advocate General at the sitting on 23 March 1999,

gives the following

Judgment

Costs

31 The costs incurred by the Italian Government and the Commission, which have submitted observations to
the Court, are not recoverable. Since these proceedings are, for the parties to the main proceedings, a step in
the action pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Tribunale Civile e Penale, Milan, by order of 12 February
1998, hereby rules:

Article 10(3) of Council Directive 93/98/EEC of 29 October 1993 harmonising the term of protection of
copyright and certain related rights does not preclude a provision of national law such as the provision which,
in Italian Law No 52 of 6 February 1996, as amended by Italian Law No 650 of 23 December 1996, lays
down a limited period in which sound-recording media may be distributed
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by persons who, by reason of the expiry of the rights relating to those media under the previous legislation,
had been able to reproduce and market them before that Law entered into force.

1 By order of 12 February 1998, received at the Court on 2 March 1998, the Tribunale Civile e Penale (Civil
and Criminal District Court), Milan, referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty (now Article 234 EC) a question on the interpretation of Article 10 of Council Directive 93/98/EEC of
29 October 1993 harmonising the term of protection of copyright and certain related rights (OJ 1993 L 290,
p. 9; `the Directive').

2 That question has been raised in proceedings between Butterfly Music Srl (`Butterfly') and Carosello
Edizioni Musicali e Discografiche Srl (`CEMED'), supported by the Federazione Industria Musicale Italiana
(`FIMI'), concerning the right to reproduce and exploit recordings which, after entering the public domain
under the legislation previously in force, have again become protected as a result of the provisions transposing
the Directive into national law.

3 The Directive is designed to put an end to the differences between national laws governing the terms of
protection of copyright and related rights and to harmonise those laws by laying down identical terms of
protection throughout the Community. Thus, under Article 3, the term of protection for rights of performers
and of producers of phonograms was set at 50 years.

4 In accordance with Article 10(2) of the Directive, that term is to apply to all works and subject-matter
protected in at least one Member State on the date laid down for implementation of the Directive, namely 1
July 1995 at the latest. However, Article 10(3) states that the `Directive shall be without prejudice to any
acts of exploitation performed' before that date and that the `Member States shall adopt the necessary
provisions to protect in particular acquired rights of third parties'.

5 In Italy, the term of protection for phonograph records and analogous media and for performers was set at
30 years by Law No 633 of 22 April 1941 on Copyright (GURI No 166 of 16 July 1941). That Law was
amended by a series of Decree-Laws promulgated in 1994 and 1995, which were not converted into Laws,
and by Law No 52 of 6 February 1996 (GURI No 34 of 10 February 1996, ordinary supplement No 24; `Law
No 52/96'), itself amended by Law No 650 of 23 December 1996 (GURI No 300 of 23 December 1996),
which preserved the effects of the abovementioned Decree-Laws.

6 Under Article 17(1) of Law No 52/96, the term of protection for the rights of the abovementioned persons
was extended from 30 to 50 years. Article 17(2) of Law No 52/96, as amended, specifies that that term of
protection also applies to works and rights no longer protected under the periods of protection previously in
force provided that, under the new periods, they are protected afresh as at 29 June 1995. However, under
Article 17(4) of Law No 52/96, as amended, those provisions are to apply without prejudice to instruments
and contracts predating 29 June 1995 and to rights lawfully acquired and exercised by third parties thereunder.
In particular, the following are not affected:

`(a) the distribution and reproduction of works which have entered the public domain under the previous
legislation, within the limits of the graphic composition and editorial presentation in which publication has
taken place, by the persons who have undertaken the distribution and reproduction of the works before the
date of entry into force of this Law. Future updates required by the nature of the works may also be
distributed and reproduced without payment;

(b) the distribution, for three months following the date of entry into force of this Law, of phonograph records
and analogous media in respect of which rights of use have expired under the previous legislation, by the
persons who have reproduced and marketed the said media before the date of entry into force of this Law'.

7 Butterfly, which is engaged in the production and distribution of music media, produced in November

© An extract from a JUSTIS database



61998J0060 European Court reports 1999 Page I-03939 4

1992, with the agreement of CEMED, a phonogram producer which held the rights over the original
recordings, and with authorisation from the Società Italiana Autori e Editori (Italian Society of Authors and
Publishers; `SIAE'), a compact disc entitled `Briciole di Baci' (`the CD') containing 16 songs interpreted by
the singer Mina, which had been recorded in the period from 1958 to 1962.

8 Those recordings entered the public domain at the end of 1992, but subsequently, in accordance with the
Directive, the Decree-Laws referred to in paragraph 5 above and Law No 52/96 increased the term of
protection for rights of producers of phonograms and of performers from 30 to 50 years.

9 At the end of 1995 and the beginning of 1996, CEMED, relying on the `revival' of its rights which resulted
from the term of protection laid down by the Directive, sent Butterfly a letter of formal notice calling on it to
cease the reproduction and distribution of the CD. Butterfly then brought an action, on 10 May 1996, before
the Tribunale Civile e Penale, Milan, for a declaration that it was entitled to reproduce the recordings on the
CD.

10 Before the national court, Butterfly contended in particular that the Directive implicitly precluded the
renewal of rights which had expired and that, even if the `revival' of those rights were recognised, Law No
52/96, as amended, did not comply with the obligation to protect acquired rights of third parties expressly laid
down in Article 10(3) of the Directive. CEMED, supported by FIMI, a trade association representing Italian
record producers, counterclaimed for an order prohibiting Butterfly from making any further use of the works
covered by the new period of protection.

11 The Tribunale Civile e Penale considered that it was clear from Article 10(2) of the Directive that the
protection of rights could be revived following the extension of the periods which was required in certain
Member States by harmonisation of the terms of protection. However, having regard to the obligation to
protect acquired rights of third parties, it questioned the lawfulness of Article 17(4) of Law No 52/96, as
amended, which provides only a limited possibility for sound-recording media in respect of which rights of
exploitation entered the public domain before the date on which the Law entered into force to be distributed
by third parties who, before that date, had acquired the right to reproduce and market them. It therefore
decided to refer the following question to the Court for a preliminary ruling:

`Is the interpretation of Article 10 of Directive 93/98/EEC of 29 October 1993, particularly where it provides
for the adoption of "the necessary provisions to protect in particular acquired rights of third parties",
compatible with Article 17(4) of Law No 52 of 6 February 1996, as amended by Law No 650 of 23
December 1996?'

Admissibility

12 CEMED takes the view that the question referred for a preliminary ruling is inadmissible because it is
irrelevant to the circumstances of the main proceedings. It relies, first, on the contract by which Butterfly
agreed not to reproduce the recordings at issue after 31 July 1993, second, on the wording of the grounds of
the order for reference, which refers to the `distribution of stocks', when all the copies of the CD pressed by
Butterfly were sold before the end of 1995, and, finally, on Butterfly's lack of locus standi, having failed to
obtain a copyright licence from the SIAE and authorisation from the singer Mina.

13 As to that, according to settled case-law (see, in particular, Case C-415/93 Union Royal Belge des Sociétés
de Football Association and Others v Bosman and Others [1995] ECR I-4921, paragraphs 59, 60 and 61), it is
solely for the national court hearing the case, which must assume responsibility for the subsequent judicial
decision, to determine, in particular, the need for a preliminary ruling in order to enable it to deliver
judgment. The Court of Justice may refuse a request made by such a court only where it is quite obvious
that the interpretation of Community law sought bears no relation to the actual facts of the main proceedings
or their purpose, or where it does not have
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before it the factual or legal material necessary to give a useful answer to the questions submitted (see, in
particular, Bosman, paragraph 61). Since that is not the position in the present case, the question referred for
a preliminary ruling cannot be declared inadmissible for a reason relating to its lack of relevance to the
circumstances of the case.

14 It is accordingly necessary to examine the question submitted.

The question submitted

15 By its question, the national court asks the Court whether Article 10(3) of the Directive precludes a
provision of national law such as the provision which, in Law No 52/96, as amended, lays down a limited
period in which sound-recording media may be distributed by persons who, by reason of the expiry of the
rights relating to those media under the previous legislation, had been able to reproduce and market them
before that Law entered into force.

16 Butterfly suggests that the Court should rule that Law No 52/96, as amended, is inconsistent with Article
10 of the Directive in that it does not confer suitable protection for record producers who have undertaken in
good faith the exploitation of works whose protection is revived following the extension of the term of
protection of copyright and related rights. It maintains, in particular, that the three-month limit, laid down in
Article 17(4)(b), as amended, of Law No 52/96, on the right to distribute records granted to persons who
reproduced and marketed them before Law No 52/96 entered into force, is unreasonable and conflicts with the
absence, under Article 17(4)(a), as amended, of that Law, of a limit for the distribution of literary works
which entered the public domain.

17 CEMED, FIMI, the Italian Government and the Commission, on the other hand, suggest that the Court
should rule that Article 10 of the Directive does not preclude national legislation such as Law No 52/96, as
amended. They contend, in particular, that rules which restrict copyright and related rights must be interpreted
restrictively. FIMI and the Italian Government maintain, furthermore, that the more favourable treatment
accorded by Law No 52/96, as amended, to publishers of literary works which have entered the public domain
is justified by the high investment costs which they must bear. Finally, while the Commission does not share
that last view, it considers that the period laid down for the distribution of stocks of phonographic media,
which in fact lasted nearly a year taking account of the Decree-Laws promulgated in 1994 and 1995, is
sufficient to comply with the obligation under the Directive to protect acquired rights of third parties.

18 As the national court has observed, it is clear from Article 10(2) of the Directive that application of the
terms of protection laid down by the Directive may have the effect, in the Member States which had a shorter
term of protection under their legislation, of protecting afresh works or subject-matter which had entered the
public domain.

19 This consequence results from the express will of the Community legislature. While the Commission's
original proposal for the Directive provided that its provisions would apply `to rights which have not expired
on or before 31 December 1994', the European Parliament amended that proposal by introducing new wording
which was, in essence, taken up in the final version of the Directive.

20 That solution was adopted in order to achieve as rapidly as possible the objective, formulated, in particular,
in the second recital in the preamble to the Directive, of harmonising the national laws governing the terms of
protection of copyright and related rights and to avoid the situation where rights have expired in some
Member States but are protected in others.

21 However, Article 10(3) makes it clear that the Directive is without prejudice to any acts of exploitation
performed before the date laid down for its implementation, that is to say 1 July 1995 at the latest, and that
the Member States are to lay down the necessary provisions to protect
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in particular acquired rights of third parties.

22 Guidance on that provision is provided by the final two recitals in the preamble to the Directive. The
26th recital states that `Member States should remain free to adopt provisions on the interpretation, adaptation
and further execution of contracts on the exploitation of protected works and other subject-matter which were
concluded before the extension of the term of protection resulting from this Directive'. According to the 27th
recital, `respect of acquired rights and legitimate expectations is part of the Community legal order ... Member
States may provide in particular that in certain circumstances the copyright and related rights which are
revived pursuant to this Directive may not give rise to payments by persons who undertook in good faith the
exploitation of the works at the time when such works lay within the public domain'.

23 Reading these various provisions together, it is apparent that the Directive did provide for the possibility
that copyright and related rights which had expired under the applicable legislation before the date of its
implementation could be revived, without prejudice to acts of exploitation performed before that date, while
leaving it to the Member States to adopt measures to protect acquired rights of third parties. In view of the
wording of those provisions, such measures must be regarded as measures which the Member States are
obliged to adopt, but whose detail is left to the discretion of the Member States, provided, however, that they
do not have the overall effect of preventing the application of the new terms of protection on the date laid
down by the Directive.

24 As the Advocate General has stated in point 25 of his Opinion, that solution is, moreover, consistent with
the principle that amending legislation applies, unless otherwise provided, to the future consequences of
situations which arose under the previous legislation (see, in particular, Case 68/69 Bundesknappschaft v
Brock [1970] ECR 171, paragraph 6, and Case 270/84 Licata v Economic and Social Committee [1986] ECR
2305, paragraph 31). Since the revival of copyright and related rights has no effect on acts of exploitation
definitively performed by a third party before the date on which revival occurred, it cannot be considered to
have retroactive effect. Its application to the future consequences of situations which are not definitively
settled means, on the other hand, that it has an effect on a third party's rights to continue the exploitation of a
sound recording where the copies already manufactured have not yet been marketed and sold on that date.

25 Furthermore, while the principle of the protection of legitimate expectations is one of the fundamental
principles of the Community, it is settled case-law that this principle cannot be extended to the point of
generally preventing new rules from applying to the future consequences of situations which arose under the
earlier rules (see, in particular, Case 278/84 Germany v Commission [1987] ECR 1, paragraph 36, Case
203/86 Spain v Council [1988] ECR 4563, paragraph 19, and Case C-221/88 European Coal and Steel
Community v Busseni [1990] ECR I-495, paragraph 35).

26 In view of those considerations, national legislation, such as Law No 52/96, as amended, which permits
persons, who were reproducing and marketing sound-recording media in respect of which the rights of use had
expired under the previous legislation, to distribute those media for a limited period from its entry into force,
meets the requirements of the Directive.

27 First, such legislation satisfies the obligation imposed on the Member States to adopt measures to protect
acquired rights of third parties. It is true that Law No 52/96, as amended, allowed only a limited period of
three months for the distribution of sound-recording media. However, such a period may be considered to be
reasonable having regard to the objective pursued and, in particular, since, as the Commission has pointed out,
under the circumstances in which the Directive was transposed, by means of the Decree-Laws referred to in
paragraph 5 above and Law No 52/96, the period actually ended nearly a year after the date of
implementation of the Law.

28 Second, such legislation, by limiting in that way the protection of acquired rights of third
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parties with regard to the distribution of sound-recording media, meets the need to circumscribe a provision of
that kind, which must necessarily be transitional in order not to prevent the application of the new terms of
protection of copyright and related rights on the date laid down by the Directive, that being the Directive's
principal objective.

29 That interpretation is not affected by the fact that another provision of Law No 52/96, as amended, which
does not apply in the main proceedings, lays down different protective rules for acquired rights of third parties
with regard to the distribution of literary works. This second provision is for the benefit of a distinct class of
persons, who are not in the same situation as the persons concerned by the first provision. Irrespective of
whether the protective rules covering that class meet the requirements of the Directive, they cannot have any
bearing on the assessment of a measure which governs an objectively different situation.

30 The answer to be given to the question referred for a preliminary ruling must therefore be that Article
10(3) of the Directive does not preclude a provision of national law such as the provision which, in Law No
52/96, as amended, lays down a limited period in which sound-recording media may be distributed by persons
who, by reason of the expiry of the rights relating to those media under the previous legislation, had been
able to reproduce and market them before that Law entered into force.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)1999.

Micro Leader Business v Commission of the European Communities.
Competition - Complaint - Rejection - Articles 85 and 86 of the EC Treaty (now Articles 81 and 82
EC) - Prohibition on importing software marketed in a third country - Exhaustion of copyright -

Directive 91/250/EEC.
Case T-198/98.

1 Competition - Administrative proceedings - Investigation of complaints - Whether the Commission is under
a duty to carry out an investigation - No such obligation - Decision to take no further action - Subject to
judicial review

(Council Regulation No 17, Art. 3(2))

2 Competition - Agreements, decisions and concerted practices - Agreements between undertakings - Meaning
- Agreements within a group constituting a single economic unit - Not covered

(EC Treaty, Art. 85(1) (now Art. 81(1) EC))

3 Acts of the institutions - Statement of reasons - Obligation - Scope

(EC Treaty, Art. 190 (now Art. 253 EC))

4 Competition - Dominant position - Rights of authorship - Exercise of that right - Abuse

(EC Treaty, Art. 86 (now Art. 82 EC))

1 Whilst the Commission is not under a duty to carry out an investigation when a complaint under Article
3(2) of Regulation No 17 is submitted to it, it is under a duty to consider carefully the factual and legal
issues brought to its attention by the complainant, in order to assess whether those issues indicate conduct
which is liable to distort competition within the common market and affect trade between Member States.
Where the Commission has decided to reject the complaint without holding an investigation, the purpose of
judicial review of legality by the Court of First Instance is to determine whether the contested decision is
based on a correct assessment of the facts and is not vitiated by any error of law, manifest error of
assessment or misuse of power.

2 An infringement of Article 85(1) of the Treaty (now Article 81(1) EC) necessarily results from collaboration
by several undertakings.

In the case of undertakings which form a single economic unit within which they do not enjoy real autonomy
in determining their course of action on the market, the prohibition laid down by Article 85(1) of the Treaty
cannot apply to decisions taken within the group with a view to organising relations between the different
parts of the group.

3 The statement of reasons required by Article 190 of the Treaty (now Article 253 EC) must be appropriate to
the measure at issue and must disclose in a clear and unequivocal fashion the reasoning followed by the
institution which adopted the measure in such a way as to enable the persons concerned to ascertain the
reasons for it and to enable the competent court to exercise its power of review. The requirements to be
satisfied by the statement of reasons depend on the circumstances of each case, in particular the content of the
measure in question, the nature of the reasons given and the interest which the addressees of the measure, or
other parties to whom it is of direct and individual concern, may have in obtaining explanations. It is not
necessary for the reasoning to go into all the relevant facts and points of law, since the question whether the
statement of reasons meets the requirements of Article 190 of the Treaty must be assessed with regard not
only to its wording but also to its context and to all the legal rules governing the matter in question.
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4 Whilst, as a rule, the enforcement of copyright by its holder, as in the case of the prohibition on importing
certain products from outside the Community into a Member State of the Community, is not in itself a breach
of Article 86 of the Treaty (now Article 82 EC), such enforcement may, in exceptional circumstances, involve
abusive conduct.

In Case T-198/98,

Micro Leader Business, a company incorporated under French law, established in Aulnay-sous-Bois, France,
represented by Silvestre Tandeau de Marsac, of the Paris Bar, with an address for service in Luxembourg at
the Chambers of Brucher and Seimetz, 10 Rue de Vianden,

applicant,

v

Commission of the European Communities, represented initially by José Crespo Carrillo, of its Legal Service,
and Loïc Guérin, national expert on secondment to the Commission, and, subsequently, by Giuliano Marenco,
Principal Legal Adviser, and Loïc Guérin, acting as Agents, with an address for service in Luxembourg at the
Chambers of Carlos Gomez de la Cruz, of its Legal Service, Wagner Centre, Kirchberg,

defendant,

APPLICATION for annulment of the Commission's decision of 15 October 1998 (Case IV/36.219 Micro
Leader/Microsoft) definitively rejecting the applicant's complaint that the actions of Microsoft France and
Microsoft Corporation in seeking to prevent French-language editions of Microsoft software packages marketed
in Canada from being imported into France are contrary to Articles 85 and 86 of the EC Treaty (now Articles
81 and 82 EC),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Third Chamber),

composed of: M. Jaeger, President, K. Lenaerts and J. Azizi, Judges,

Registrar: A. Mair, Administrator,

having regard to the written procedure and further to the hearing on 2 July 1999,

gives the following

Judgment

Costs

60 Under Article 87(2) of the Rules of Procedure of the Court of First Instance, the unsuccessful party is to
be ordered to pay the costs if they have been applied for in the successful party's pleadings. Since the
Commission has been unsuccessful, it must, in accordance with the form of order sought by the applicant, be
ordered to pay the costs.

On those grounds,

THE COURT OF FIRST INSTANCE

(Third Chamber),

hereby:

1. Annuls the Commission's decision of 15 October 1998 (Case IV/36.219 Micro Leader/Microsoft)
definitively rejecting the applicant's complaint that the actions of Microsoft France and Microsoft
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Corporation in seeking to prevent French-language editions of Microsoft software packages marketed in
Canada from being imported into France are contrary to Articles 85 and 86 of the EC Treaty (now Article 81
EC and 82 EC).

2. Orders the Commission to pay the costs.

1 Micro Leader Business (hereinafter `the applicant') is a company engaged in the wholesale marketing of
office and computer equipment. In particular, it sells several Microsoft products manufactured by Microsoft
Corporation (hereinafter `MC'), a company incorporated in the United States of America. Until it was
prohibited from exporting copies of the software marketed in Canada, the applicant sold, in France in
particular, French-language products marketed by MC in Canada, identical or similar to products marketed in
France by Microsoft France (hereinafter `MF').

2 In an information bulletin of 27 September 1995 entitled `Flash Microsoft News', MF informed its dealers in
France that a number of measures had been taken to reinforce the ban on the marketing of Canadian products
outside Canada. One of the passages in that information bulletin, headed `The importation of French-language
Canadian products will in future be illegal' reads:

`For 18 months certain distributors had been bringing Canadian French-language Microsoft products on to the
French market through importers. Those products were distorting our market because they were marketed at
markedly lower prices than those generally found and adversely affected distributors who used the usual
Microsoft sales network. In the face of this unfair competition and to stem such illegal imports, Microsoft has
introduced a number of measures intended to reinforce the ban on the sale of Canadian products outside
Canada ...'

3 The intention announced by MF in its information bulletin of 27 September 1995 was confirmed in the
editions of that bulletin of 20 March and 12 June 1996.

4 As a result of that prohibition on importing into France French-language versions of Microsoft products
marketed in Canada, the applicant alleges that it lost significant orders for Microsoft products in October
1995.

5 On 24 September 1996 the applicant lodged a complaint with the Commission, registered as Case
IV/36.219, under Article 3 of Council Regulation No 17 of 6 February 1962 (First Regulation implementing
Articles 85 and 86 of the Treaty) (OJ, English Special Edition 1959-1962, p. 87, hereinafter `Regulation No
17'), alleging that the conduct of MF and MC, which, in reaching agreements with French and Canadian
distributors had created obstacles to the freedom to set prices within the Community, was contrary to Article
85 of the EC Treaty (now Article 81 EC).

6 On 20 February 1997 the applicant amplified its complaint, pointing out that the conduct complained of also
constituted a breach of Article 86 of the EC Treaty (now Article 82 EC).

7 On 27 January 1998, the Commission informed the applicant, in accordance with Article 6 of Commission
Regulation No 99/63/EEC of 25 July 1963 on the hearings provided for in Article 19(1) and (2) of Council
Regulation No 17 (OJ, English Special Edition 1963-64, p. 47), that the information obtained was insufficient
for the Commission to uphold its complaint.

8 On 23 February and 3 April 1998, in response to that letter from the Commission, the applicant submitted
further observations in support of its complaint.

9 On 15 October 1998, the Commission sent the applicant its decision rejecting the latter's complaint,
expressing the view that there had been no breach of Articles 85 and 86 of the Treaty (hereinafter `the
contested decision').

10 It is against that background that, by application lodged at the Registry of the Court of First Instance on
15 December 1998, the applicant brought this action.

© An extract from a JUSTIS database



61998A0198 European Court reports 1999 Page II-03989 4

11 On hearing the report of the Judge-Rapporteur, the Court of First Instance (Third Chamber) decided to
open the oral procedure without any preparatory inquiry.

12 The parties presented oral arguments and replied to the Court's questions at the hearing on 2 July 1999.

Forms of order sought

13 The applicant claims that the Court should:

- annul the Commission's decision of 15 October 1998 (Case IV/36.219-Micro Leader/Microsoft) rejecting its
complaint;

- order the Commission to pay the costs.

14 The Commission contends that the Court should:

- dismiss the action as unfounded;

- order the applicant to pay the costs.

Substance

15 The applicant relies on two pleas in support of its action. The first alleges breach by the Commission of
Article 85 of the EC Treaty and Article 190 of the EC Treaty (now Article 253 EC). The second alleges
breach by the Commission of Article 86 of the EC Treaty.

The first plea, alleging breach of Articles 85 and 190 of the Treaty

Arguments of the parties

16 The applicant pointed out that the provisions of Article 85 of the Treaty prohibit agreements which directly
or indirectly fix purchase or selling prices or any other trading conditions and apply even where the
undertakings in question have their registered offices outside the Community (Joined Cases 89/85, 104/85,
114/85, 116/85, 117/85 and 125/85 to 129/85 Ahlström Osakeyhtiö and Others v Commission [1988] ECR
5193) and stressed that copyright cannot entitle those who hold it to evade the application of those provisions.
In that connection it cited previous decisions of the Commission regarding market sharing practices [E. Benn
decision, Ninth Report on Competition Policy, 1979, No 118-119, and Commission Decision 76/915/EEC of 1
December 1976 relating to a procedure under Article 85 of the EEC Treaty (Case IV/29.018 - Miller
International Schallplatten GmbH (OJ 1976 L 357, p. 40], and Joined Cases 43/82 and 63/82 VBVB and
VBBB v Commission [1984] ECR 19), from which it is clear that the imposition of fixed prices is not
covered by the specific purpose of copyright.

17 In its reply, the applicant stresses that the exercise by their holder of the rights of an author as defined by
Council Directive 91/250/EEC of 14 May 1991 on the legal protection of computer programs (OJ 1991 L 122,
p. 42, hereinafter `Directive 91/250'), cannot allow the author, by restricting trade between States or imposing
a fixed price, to undermine the rules relating to freedom of competition and freedom to fix prices.

18 The applicant also submits that, as is clear from the various information bulletins published by MF in 1995
and 1996, MF coordinates its activities with MC and distributors of Microsoft software in both France and
Canada. It alleges that they directly or indirectly fix purchase or selling prices or other trading conditions of
such software within the Community, particularly in France. In that connection it stresses that the
French-language versions of the software marketed in France and in Canada are identical. It maintains that it
is clear from the information bulletin of 27 September 1995 that MC's intention is to keep prices artificially
high on the French market for its products so as not to harm its distributors.
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19 It also explains that the arrangement made between MC and the Canadian distributors was that the latter
would, in accordance with the former's instructions, refuse to sell software to non-approved distributors in
France.

20 Finally, the applicant considers that the Commission breached its obligation to state reasons and made an
error of assessment in stating in the contested decision that there was neither an agreement nor a concerted
practice between MC and its dealers for the purpose of fixing resale prices and that there was no attempt to
influence those resale prices. It argues that it is clear from the information bulletin of 27 September 1995 that
MC and its dealers were attempting to keep prices artificially high by prohibiting imports from Canada.

21 The Commission rejects the applicant's arguments.

22 It contends, first, that MC and MF cannot be accused of concertation in breach of Article 85 of the Treaty
since they form a single economic unit (Case C-73/95 Viho v Commission P [1996] ECR I-5457).

23 It points out, second, that all the information supplied by the applicant indicates that measures were taken
by the Microsoft group, only without any intervention by the Canadian distributors.

24 It points out, finally, that, under Article 4(c) of Directive 91/250, the first sale of a copy of a computer
program by MC to Canada does not exhaust the distribution right within the common market of that copy.
Consequently, the importation into France, without the authorisation of MC, of Microsoft software marketed in
Canada constitutes a usurpation of Microsoft's rights. The measures taken by Microsoft are, therefore, merely a
lawful means of protecting its rights.

25 Moreover, the Commission contends that the content of MF's information bulletins cited by the applicant
offers no proof whatsoever that there is a mechanism for fixing resale prices for Microsoft software.

26 In any event, the Commission disputes that there has been any breach of the obligation to state reasons. It
points out that, in the contested decision, it stressed that the applicant had furnished no evidence that
Microsoft was restricting the freedom of its dealers to fix their own resale prices.

Findings of the Court

27 As a preliminary matter, it must be observed that whilst the Commission is not under a duty to carry out
an investigation when a complaint under Article 3(2) of Regulation No 17 is submitted to it, it is under a
duty to consider carefully the factual and legal issues brought to its attention by the complainant, in order to
assess whether those issues indicate conduct which is liable to distort competition within the common market
and affect trade between Member States. Where the Commission has decided to reject the complaint without
holding an investigation, the purpose of judicial review of legality by the Court of First Instance is to
determine whether the contested decision is based on a correct assessment of the facts and is not vitiated by
any error of law, manifest error of assessment or misuse of power (Case T-37/92 BEUC and NCC v
Commission [1994] ECR II-285, paragraph 45).

28 In both its complaint of 24 September 1996 and its letter of 23 February 1998, the applicant claims that
MF's information bulletins and, in particular, the passage cited above in paragraph 2, indicate that MF
coordinates its action with MC and the distributors of Microsoft software established in Canada and in France
so as directly or indirectly to fix purchase or selling prices or any other trading conditions of such software
within the Community and, in particular, in France, in breach of Article 85(1) of the Treaty.

29 In paragraphs 11 and 12 of the contested decision, the Commission rejected the applicant's allegations as
follows:
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`11. As regards the alleged breach of Article 85, it does not appear that the actions of Microsoft intended to
prevent the importation of copies of its products from Canada can be considered to have been taken under an
agreement or a concerted practice between Microsoft and its dealers for the purpose of fixing resale prices.
Computer programs are protected by copyright in the European Union under the terms of Directive 91/250.
That directive states that the first sale in the Community of a copy of a program by the rightholder or with
his consent exhausts the distribution right within the Community of that copy. The cases you mention in your
letter of 3 April 1998 (Benn and VBVB) concern the exhaustion of copyright over a copy of a protected work
by the marketing of that copy within the common market. They therefore do not call into question the
appraisal set out in the letter from DG IV of 27 January 1998. The purchase of a copy of a computer
program in Canada does not exhaust the legal protection provided for by Directive 91/250. Thus, any attempt
to use or sell such a copy in the Community would represent a breach of copyright and any action taken by
Microsoft to prevent the importation of such copies would constitute an attempt to ensure respect for its
lawful rights rather than an agreement or concerted practice between Microsoft and its dealers, whether they
are in Canada or in the Community.

12. Moreover, it is not clear that the effect of such actions by Microsoft can be construed as an attempt to
influence resale prices. You have furnished no evidence that Microsoft is restricting in any way the freedom
of its dealers to fix their own resale prices. A dealer must, of course, sell at a higher price than that at which
he can legitimately obtain copies of Microsoft products if he wishes to make a profit, but that is implicit in
any distribution agreement.'

30 It is, therefore, apparent from the contested decision, first, that the Commission takes the view that the
applicant has not put forward any evidence in its complaint that Microsoft's measures to prevent the
importation into France of French-language products marketed in Canada were taken under an agreement with
Canadian and/or French dealers. The Commission essentially takes the view that such measures must in fact
be considered to be unilateral inasmuch as they constitute the enforcement by MC of the copyright it holds
over its products marketed in Canada under Article 4(c) of Directive 91/250. Nor, second, has it furnished
evidence that there was an agreement to fix resale prices on the French market.

31 An infringement of Article 85(1) of the Treaty necessarily results from collaboration by several
undertakings (Case C-49/92 P Commission v Anic [1999] ECR I-0000, paragraph 79). The Commission
cannot, therefore, be accused of having committed an error of law or a manifest error of assessment in taking
the view that, in the absence of proof of the existence of an agreement or a concerted practice between two or
more undertakings, the actions of the Microsoft group impugned in the applicant's complaint did not constitute
an infringement of Article 85(1) of the Treaty.

32 In the present case, it must be ascertained whether, in taking the view that the applicant had furnished no
evidence of an agreement or a concerted practice, the Commission committed an error of law or a manifest
error of assessment.

33 As regards, first, the applicant's allegations concerning an agreement between MC and its dealers in Canada
on partitioning the markets, it must be held that no passage in MF's information bulletins highlighted by the
applicant both in its complaint and in its application, in particular the information bulletin of 27 September
1995 cited above in paragraph 2, indicates that the distributors of Microsoft software in Canada refuse to sell
their products to non-approved distributors in France. Moreover, the applicant has not furnished any proof of
these allegations. It cannot, therefore, be inferred from the evidence set out by the applicant in its initial
complaint of 24 September 1996 and in correspondence of 23 February and 3 April 1998 that MC took its
decision to prohibit the importation and resale in France of French-language software marketed in Canada
under an agreement or concerted practice with its distributors in Canada on partitioning the markets. The
Commission, therefore,
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has in no way failed to fulfil its obligations in taking the view, at paragraph 11 of the contested decision, that
the applicant had furnished no evidence of such an agreement or concerted practice.

34 Furthermore, as the Commission itself points out at paragraph 11 of the contested decision, even if MC did
in fact restrict in that way the opportunities for Canadian distributors to sell their products outside Canada,
MC would merely have been enforcing the copyright it holds over its products under Community law. Under
Article 4(c) of Directive 91/250, the marketing in Canada of copies of MC software does not exhaust MC's
copyright over its products since that right is exhausted only when the products have been put on the market
in the Community by the owner of that right or with his consent (see, by analogy, Case C-355/96 Silhouette
International Schmied [1998] ECR I-4799 and Case C-173/98 Sebago and Maison Dubois [1999] ECR
I-0000). Subject to the application of Article 86 of the Treaty (see the findings of the Court on the second
plea below), this was an instance involving the lawful enforcement by Microsoft of its copyright.

35 As regards, second, the applicant's allegations of an agreement between MC and its dealers in France to fix
resale prices at a high level, it must be held that the applicant has not put forward evidence that there was
such an agreement.

36 Thus, the reference, in the passage from MF's information bulletin of 27 September 1995, cited above at
paragraph 2, to the difference between the price at which French software was marketed and that of
French-language software imported from Canada, and the effect of that difference on distributors using
Microsoft's usual sales network in France, cannot, contrary to the applicant's claims, be considered to be an
admission that MC's decision to prohibit the importation into and resale in France of software marketed in
Canada was made under an agreement between MC and the French distributors to keep resale prices on the
French market at a high level. Indeed, it is clear from other passages of that information bulletin of 27
September 1995 that MF advises its trading partners in France of practical measures taken to combat imports
and sales of Canadian French-language software, such as placing yellow labels on products and amending the
licence for the use of the Canadian product, and of the civil and criminal penalties incurred by those of its
partners who import or resell in France Microsoft software intended exclusively for marketing in Canada. The
editions of the MF information bulletin of 20 March and 12 June 1996 follow the same approach. The
Commission was, therefore, entitled to take the view that the above reference was intended to highlight the
disadvantages for Microsoft's partners of the breach of its copyright.

37 All the evidence compiled by the applicant in fact demonstrates that the prohibition it complains of is a
measure taken by the Microsoft group alone, at times in the shape of MC and at others in that of MF.

38 In that regard, the evidence put forward by the applicant shows that MC and MF form a single economic
unit within which MF does not enjoy real autonomy in determining its course of action in the market (Viho v
Commission, cited above, paragraph 16). The prohibition laid down by Article 85(1) of the Treaty cannot
apply to decisions taken within a corporate group with a view to organising relations between the different
parts of the group. Accordingly, even if the prohibition on imports must be considered to be the result of a
decision adopted jointly by MF and MC, in the circumstances that cannot constitute an infringement of Article
85(1) of the Treaty.

39 Accordingly, the applicant cannot accuse the Commission of having committed an error of law or a
manifest error of assessment in taking the view that the former had put forward no evidence that there was an
agreement or a concerted practice with a view to partitioning the markets or fixing prices between Microsoft
and its dealers in Canada and/or in France.

40 Finally, it must be observed that, according to settled case-law, the statement of reasons required by Article
190 of the Treaty must be appropriate to the measure at issue and must disclose in a
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clear and unequivocal fashion the reasoning followed by the institution which adopted the measure in such a
way as to enable the persons concerned to ascertain the reasons for it and to enable the competent court to
exercise its power of review. The requirements to be satisfied by the statement of reasons depend on the
circumstances of each case, in particular the content of the measure in question, the nature of the reasons
given and the interest which the addressees of the measure, or other parties to whom it is of direct and
individual concern, may have in obtaining explanations. It is not necessary for the reasoning to go into all the
relevant facts and points of law, since the question whether the statement of reasons meets the requirements of
Article 190 of the Treaty must be assessed with regard not only to its wording but also to its context and to
all the legal rules governing the matter in question (Case C-367/95 P Commission v Sytraval and Brink's
France [1998] ECR I-1719, paragraph 63). In the present case, the Commission expressly stated, in paragraphs
11 and 12 of the contested decision, that it was of the opinion that the evidence put forward by the applicant
in its complaint and further correspondence, that is to say the passage from MF's information bulletin of 27
September 1995 cited above at paragraph 2, did not show either that the prohibition on importing into and
reselling in France Microsoft French-language software marketed in Canada was imposed under an agreement
between Microsoft and its distributors, or that its actions could be considered to be an attempt to influence
resale prices. In those circumstances, it must be held that the applicant had all the information it needed to
ascertain the reasons for the measure taken and that the Court of First Instance was able to exercise its power
of review. The applicant, therefore, cannot argue that the reasons stated in the contested decision are
insufficient in that regard.

41 It follows from the foregoing that the first plea raised in the application must be rejected.

The second plea, alleging breach of Article 86 of the Treaty

Arguments of the parties

42 The applicant submits, first of all, that the Commission erred in not accepting that it had put forward
evidence of a dominant position in its complaint and further observations. In that connection the applicant
pointed to a number of articles published in the French press in 1995 and 1996 to illustrate the discrepancy
between the market share of the Microsoft group and that of its competitors, and the independence of the
group from its dealers and users of its products. The applicant also submits that the structure of the Microsoft
group, with its marked vertical integration, shows that it holds a dominant position (Case 27/76 United Brands
v Commission [1978] ECR 207).

43 In its reply, the applicant claims to have defined the relevant market, contrary to the contentions of the
Commission in its defence. Thus, it is clear from its letters of 20 February 1997 and 23 February 1998 that
the principal market concerned is that in software. To a lesser extent, the market sectors dealing with word
processing, spreadsheets and operating systems are relevant. As to the geographical market, the applicant has
referred consistently to the French market.

44 Second, the Commission is alleged to have made an error of assessment by failing to recognise that there
was an abuse of a dominant position in that Microsoft unilaterally fixed resale prices for its products in
France. The applicant bases this allegation on the content of MF's information bulletins published in 1995 and
1996. It submits that the prohibition on importing such software is an indirect means of imposing on its
dealers significantly higher resale prices in France. Moreover, a prohibition of that kind is unlawful under
Canadian law. In so doing, Microsoft was applying dissimilar conditions to equivalent transactions with its
Canadian and French trading partners, thereby placing its French dealers at a competitive disadvantage which
rebounds on their customers (United Brands v Commission, cited above, and Case 85/76 Hoffmann-La Roche
v Commission [1979] ECR 461). Furthermore, trade between the Member States has been affected by this,
since the structure
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of competition in the common market has been undermined.

45 In its reply, the applicant points out, further, that the enforcement of copyright does not justify the
circumvention of the binding provisions of Article 86 of the Treaty. Therefore, the Commission's arguments
based on Directive 91/250 must purely and simply be dismissed.

46 The Commission rejects the various arguments put forward by the applicant in its second plea.

47 First, it contends that the applicant nowhere puts forward a coherent definition of the relevant market,
which is indispensable in order to ascertain whether Microsoft holds a dominant position. The applicant did
not, in any event, put forward any evidence that Microsoft holds a dominant position within the meaning of
Article 86 of the Treaty on any market at issue. The Commission also contends that, in the contested decision,
it did not categorically reject the possibility that Microsoft might hold a dominant position on one or more
software markets but was of the opinion that this question was of no relevance in the present case since the
conduct impugned was not abusive.

48 Second, the Commission argues that the prohibition by Microsoft on illegally importing copies of its
software from Canada is not an abuse within the meaning of Article 86 of the Treaty, since that prohibition
constitutes a lawful enforcement of its copyright under Article 4(c) of Directive 91/250.

Findings of the Court

49 In its letter of 20 February 1997, supplementing its complaint of 24 September 1996, the applicant alleged
that there was an abuse of a dominant position within the meaning of Article 86 of the Treaty in that the
resale prices of Microsoft products on the French market were influenced by means of a prohibition on
importing French-language versions of products marketed by MC on the Canadian market. The applicant based
its allegation inter alia on the passage from MF's information bulletin of 27 September 1995, cited above at
paragraph 2.

50 In paragraph 13 of the contested decision the Commission rejects the applicant's allegations as to breach of
Article 86 of the Treaty in the following terms:

`13. You also claim that the conduct of Microsoft may be in breach of Article 86 of the Treaty in that it
constitutes an abuse of a dominant position. You have provided very little information to back up your
position that Microsoft might hold a dominant position on the markets in question; moreover, the Microsoft
products which are the subject of your complaint are not clearly defined. Your letter of 23 February 1998
contained extracts from press reports concerning the pre-eminent position of Microsoft on the software market
and in particular its significant share of the market in operating systems for microprocessors. Such evidence,
although more detailed than your initial complaint, is not sufficient to prove that Microsoft held a dominant
position on a relevant market within the meaning of Article 86 of the EC Treaty. It cannot be ruled out that
an inquiry conducted by DG IV might be able to establish that Microsoft holds a dominant position on one or
more software markets. However, that is not the question which falls to be answered in this case, given that
the conduct of which you complain does not appear to be abusive, even if the dominant position of Microsoft
on the relevant market were to be established. As stated above, Microsoft's action to prevent the importation
of copies of its software for which no licence was granted in the Community and which therefore enjoy legal
protection in the Community constitutes the lawful enforcement of its copyright. As also stated above, this
does not constitute an attempt to influence resale prices. Moreover, there is no evidence that Microsoft refused
to supply you or sold you its products at different prices from those offered to similar clients in the
Community. For Microsoft to be guilty of having imposed resale prices, it would have to be shown that it
was seeking to influence the prices at which its products were sold by its distributors. For Microsoft to be
guilty of having unlawfully maintained prices at a higher level on the EEA market than on the Canadian
market,
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it would have to be shown that Microsoft was charging lower prices on the Canadian market than on the
European market for equivalent transactions and that the European prices were excessive. Since there is no
evidence of such practices or any other abuses, it does not appear necessary to pursue that aspect of your
complaint.'

51 It is thus clear from the contested decision that the Commission took the view, first, that the prohibition by
the Microsoft group on the importation into the European market of copies of French-language software
marketed in Canada, fell within the lawful enforcement of its copyright under Article 4(c) of Directive 91/250
and, second, that the applicant had furnished no evidence of the wrongful exercise of that right. The
Commission has even stated that such exercise could consist in Microsoft's charging lower prices on the
Canadian market than on the European market for equivalent transactions, if European prices were, in
addition, excessive.

52 At the hearing, the Commission reiterated that the arguments put forward in the contested decision were
well founded. In reply to a question from the Court, the Commission's representatives specified, furthermore,
that, in the absence of evidence of any abuse, no particular measure of inquiry had been taken to ascertain
whether there was a genuine difference between the prices charged by Microsoft on the Canadian market and
those charged on the Community market or to analyse the reasons for this.

53 On this last point, however, it must be held that the contested decision contains a manifest error of
assessment.

54 Whilst it is true that, under Article 4(c) of Directive 91/250, the marketing by MC of copies of software in
Canada does not, in itself, exhaust MC's copyright over its products in the Community (see above, paragraph
34), the factual evidence put forward by the applicant constitutes, at the very least, an indication that, for
equivalent transactions, Microsoft applied lower prices on the Canadian market than on the Community market
and that the Community prices were excessive.

55 The extract from MF's information bulletin of 27 September 1995, set out above at paragraph 2, suggests
that the products imported from Canada were in direct competition with the products marketed in France and
that their resale price in France was significantly lower, despite the expense of importing them into the
Community from a third country. The information contained in that bulletin cannot be considered to be of no
relevance whatsoever since it comes from an undertaking, MF, which belongs to the group holding the
copyright over the products at issue. The Commission had, moreover, been in possession of that information
since the lodging of the initial complaint of 24 September 1996, because the bulletin of 27 September 1995
was attached to it as appendix 3. The applicant expressly mentioned the relevant passage of that information
bulletin on several occasions, both in its initial complaint of 24 September 1996 and in the further information
supplied on 20 February 1997. Moreover, the Commission had full knowledge of it, since, at paragraph 6 of
the contested decision which contains a summary of the facts, it observes that, in MF's information bulletins,
`Microsoft states that the software imported illegally is sold at a lower price and that if the French distributors
had to sell at such prices, it would adversely affect their profit margins'.

56 It is clear from the case-law that whilst, as a rule, the enforcement of copyright by its holder, as in the
case of the prohibition on importing certain products from outside the Community in to a Member State of
the Community, is not in itself a breach of Article 86 of the Treaty, such enforcement may, in exceptional
circumstances, involve abusive conduct (Joined Cases C-241/91 P and C-242/91 P RTE and ITP v
Commission [1995] ECR I-743, paragraphs 49 and 50).

57 In the present case, therefore, the Commission could not argue, without undertaking further investigation
into the complaint, that the information in its possession at the time it adopted the contested decision did not
constitute evidence of abusive conduct by Microsoft. In view of
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the obligations incumbent on it when responding to a complaint under Article 3(2) of Regulation No 17 (see
above, paragraph 27), it ought, at the very least, to have ascertained whether or not the information put
forward by the applicant on the basis of documents not devoid of probative value, was substantiated or not
and checked, where appropriate, whether the particular circumstances of the case pointed to a breach of
Article 86 of the Treaty.

58 The contested decision is, therefore, vitiated by a manifest error of assessment.

59 It follows from the foregoing that the second plea must be upheld, the application must be declared to be
well founded and the contested decision rejecting the applicant's complaint must be annulled.
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Judgment of the Court
of 22 September 1998

Foreningen af danske Videogramdistributører, acting for Egmont Film A/S, Buena Vista Home
Entertainment A/S, Scanbox Danmark A/S, Metronome Video A/S, Polygram Records A/S, Nordisk Film

Video A/S, Irish Video A/S and Warner Home Video Inc. v Laserdisken. Reference for a preliminary
ruling: Retten i Ålborg - Denmark. Copyright and related rights - Videodisc rental. Case C-61/97.

1 Free movement of goods - Industrial and commercial property - Copyright and related rights - National
legislation giving the holder of the copyright in a film the right to oppose its renting out - Rental of copies of
a film in a Member State with the consent of the copyright holder - Opposition by the rightholder to rental in
another Member State - Whether permissible

(EC Treaty, Arts 30 and 36)

2 Approximation of laws - Copyright and related rights - Directive 92/100 - Business of renting and lending
originals and copies of works protected by copyright - Exclusive rental right introduced by the directive -
That right not exhausted by sale or any other act of distribution

(Council Directive 92/100, Art. 1)

1 It is not contrary to Articles 30 and 36 of the EC Treaty for the holder of an exclusive rental right to
prohibit copies of a film from being offered for rental in a Member State even where the offering of those
copies for rental has been authorised in the territory of another Member State.

The principle of exhaustion of distribution rights where copyright works are offered for sale by the rightholder
or with his consent is expressed in the settled case-law of the Court according to which the exclusive right
guaranteed by the legislation of a Member State on industrial and commercial property is exhausted when a
product has been lawfully distributed on the market in another Member State by the actual proprietor of the
right or with his consent. However, literary and artistic works may be the subject of commercial exploitation,
whether by way of public performance or of the reproduction and marketing of the recordings made of them.

By authorising the collection of royalties only on sales to private individuals and to persons hiring out video
cassettes, it is impossible to guarantee to makers of films a remuneration which reflects the number of
occasions on which the video cassettes are actually hired out and which secures for them a satisfactory share
of the rental market. The release into circulation of a picture and sound recording cannot therefore, by
definition, render lawful other acts of exploitation of the protected work, such as rental, which are of a
different nature from sale or any other lawful act of distribution. Just like the right to present a work by
means of public performance, rental right remains one of the prerogatives of the author and producer
notwithstanding sale of the physical recording. The same reasoning must be followed as regards the effects
produced by the offer for rental. The specific right to authorise or prohibit rental would be rendered
meaningless if it were held to be exhausted as soon as the object was first offered for rental.

2 It is not contrary to Directive 92/100 on rental right and lending right and on certain rights related to
copyright in the field of intellectual property for the holder of an exclusive rental right to prohibit copies of a
film from being offered for rental in a Member State even where the offering of those copies for rental has
been authorised in the territory of another Member State.

In Case C-61/97,

REFERENCE to the Court under Article 177 of the EC Treaty by Retten i Ålborg (Denmark) for a
preliminary ruling in the proceedings pending before that court between

Foreningen af danske Videogramdistributører, acting for Egmont Film A/S, Buena Vista Home Entertainment
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A/S, Scanbox Danmark A/S, Metronome Video A/S, Polygram Records A/S, Nordisk Film Video A/S, Irish
Video A/S, Warner Home Video Inc.,

and

Laserdisken, in the person of Hans Kristian Pedersen,

supported by:

Sammenslutningen af Danske Filminstruktører, Michael Viuf Christiansen, Pioneer Electronics Denmark A/S,
Videoforhandler Ove Jensen,

on the interpretation of Articles 30, 36, 85 and 86 of the EC Treaty and of Council Directive 92/100/EEC of
19 November 1992 on rental right and lending right and on certain rights related to copyright in the field of
intellectual property (OJ 1992 L 346, p. 61),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann, M. Wathelet and R. Schintgen (Presidents of
Chambers), G.F. Mancini, J.C. Moitinho de Almeida, J.L. Murray, J.-P. Puissochet (Rapporteur), G. Hirsch, L.
Sevon and K.M. Ioannou, Judges,

Advocate General: A. La Pergola,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Foreningen af danske Videogramdistributører, acting for Egmont Film A/S and Others, by Johan Schlüter, of
the Copenhagen Bar,

- Warner Home Video Inc., by Stephen Kon, Solicitor in the firm of S.J. Berwin &amp; Co., and Strange
Beck, of the Copenhagen Bar,

- Laserdisken, by its owner, Hans Kristian Pedersen,

- Sammenslutningen af Danske Filminstruktører and Michael Viuf Christiansen, by Anders Hjulmand, of the
Ålborg Bar,

- Pioneer Electronics Denmark A/S, by Leif Hansen, `administrerende direktør',

- Videoforhandler Ove Jensen, by Per Mogensen, of the Åbybro Bar,

- the Danish Government, by Pieter Biering, Head of Department in the Ministry of Foreign Affairs, acting as
Agent,

- the French Government, by Kareen Rispal-Bellanger, Assistant Director in the Legal Affairs Directorate of
the Ministry of Foreign Affairs, and Philippe Martinet, Secretary of Foreign Affairs in the same Directorate,
acting as Agents,

- the Finnish Government, by Holger Rotkirch, Head of Legal Affairs at the Ministry of Foreign Affairs,
acting as Agent,

- the United Kingdom Government, by Lindsey Nicoll, of the Treasury Solicitor's Department, acting as
Agent, and Daniel Alexander, Barrister,

- the Commission of the European Communities, by Berend Jan Drijber and Hans Støvlbæk, of its Legal
Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Foreningen af danske Videogramdistributører, acting for

© An extract from a JUSTIS database



61997J0061 European Court reports 1998 Page I-05171 3

Egmont Film A/S and Others, Warner Home Video Inc., Laserdisken, the Danish Government and the
Commission at the hearing on 31 March 1998,

after hearing the Opinion of the Advocate General at the sitting on 26 May 1998,

gives the following

Judgment

1 By order of 7 February 1997, received at the Court on 12 February 1997, Retten i Ålborg (Court of First
Instance, Ålborg) referred to the Court for a preliminary ruling under Article 177 of the EC Treaty two
questions on the interpretation of Articles 30, 36, 85 and 86 of the EC Treaty and of Council Directive
92/100/EEC of 19 November 1992 on rental right and lending right and on certain rights related to copyright
in the field of intellectual property (OJ 1992 L 346, p. 61, `the Directive').

2 Those questions were raised in proceedings between Foreningen af danske Videogramdistributører
(Association of Danish Video Distributors, `the FDV'), acting for Egmont Film A/S and Others, and the
Danish undertaking Laserdisken, which specialises in marketing films on laser discs (`videodiscs'), concerning
the offer of such products imported from the United Kingdom for rental in Denmark.

3 Under Danish law the offer of films for rental is conditional on the consent of the copyright holder
(Paragraph 23(3) of the Law on Copyright, as supplemented in 1989). A similar provision was introduced
into the laws of England and Wales with effect from 1 August 1989 (the Intellectual Property Law on
Copyright, Designs and Patents 1988, sections 16 to 18).

4 Article 1(1) of the Directive requires the Member States to provide a right to authorise or prohibit the rental
and lending of originals and copies of copyright works and other subject-matter. In accordance with Article
1(4), the rights so referred to are not exhausted by any sale or other act of distribution. Furthermore, Article
9 of the Directive provides that, without prejudice to the specific provisions concerning rental and lending
right, and in particular to Article 1(4), distribution right, which is an exclusive right to make available to the
public by sale or otherwise one of the objects referred to, is not to be exhausted except where the first sale in
the Community of that object is made by the rightholder or with his consent.

5 Laserdisken, which has since 1985 been selling videodiscs imported from the United Kingdom in Denmark,
began to offer those films for rental from 1987 as a measure intended to promote the sales of those products,
which are significantly more expensive than films on videocassette and which are bought mainly by customers
who are already familiar with the work. It is apparent from the order for reference that although the
copyright holders had implicitly accepted those videodiscs being offered for rental in the United Kingdom,
they had not authorised their being offered for rental outside that Member State.

6 In 1992 an action was brought against Laserdisken for unlawful rental contrary to Paragraph 23(3) of the
Law on Copyright and an injunction was issued prohibiting the defendant, subject to FDV's providing security
for any damage which might be caused by the injunction, from renting out films in which the manufacturing
and distribution rights in Denmark belonged to members of the association. The injunction was issued by the
Fogedret (Bailiff's Court, with jurisdiction to give interlocutory judgments in this matter) and upheld by the
Vestre Landsret (Western Regional Court).

7 Retten i Ålborg, considering that the outcome of the dispute in the proceedings justifying the injunction
depended on interpretation of Community law, decided to refer questions to the Court for a preliminary ruling,
a decision confirmed on appeal by the Vestre Landsret which, however, slightly altered the wording of those
questions. In the final version, those questions are worded
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as follows:

`Do Article 30, in conjunction with Article 36, or Articles 85 to 86, of the EC Treaty preclude a person to
whom the holder of the exclusive rights to a film has transferred an exclusive manufacturing and distribution
right in respect of copies of the film in one Member State from giving consent to the rental of his own
releases while at the same time preventing the rental of imported releases which have been placed on the
market in another Member State, where the holder of exclusive manufacturing and distribution rights in copies
of the film has transferred ownership of copies with tacit acceptance that the copies will be rented out in that
latter Member State?

In view of the fact that Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right
and on certain rights relating to copyright in the field of intellectual property has entered into force, the same
question is repeated on the basis that the directive is applicable to the reply.'

8 By those two questions, the national court is asking the Court of Justice whether it is contrary to the
articles of the Treaty referred to or to the Directive for the holder of an exclusive rental right to prohibit
copies of a film from being offered for rental in a Member State even where offering those copies for rental
has been authorised within another Member State.

9 It should be noted at the outset that, while the order for reference includes Articles 85 and 86 of the Treaty
among the Community provisions interpretation of which is requested by the national court, it gives no
explanation of the reasons for which it raised the question of the effect of those articles in connection with
the matters of fact and law in the main proceedings. In the absence of such information the national court, as
the Advocate General pointed out at point 17 of his Opinion, has failed to put the Court in a position to give
an interpretation of those articles which could be of use to it.

10 In those circumstances, according to settled case-law whose requirements are of particular importance in
the area of competition, which is characterised by complex factual and legal situations (see, inter alia, the
judgment in Joined Cases C-320/90, C-321/90 and C-322/90 Telemarsicabruzzo and Others [1993] ECR I-393,
paragraphs 6 and 7, and the order in Case C-157/92 Pretore di Genova v Banchero [1993] ECR I-1085,
paragraphs 4 and 5), the questions referred by the national court must be regarded as inadmissible in so far as
they concern the interpretation of Articles 85 and 86 of the Treaty. As a result, those questions can be
considered only with regard to the interpretation of Articles 30 and 36 of the Treaty and the Directive.

11 In this regard, FDV, Warner Home Video Inc., the Danish, French, Finnish and United Kingdom
Governments and the Commission propose that the Court should answer the national court's questions in the
negative. Their argument is, essentially, that it follows from the Court's case-law (Case 158/86 Warner
Brothers and Another v Christiansen [1988] ECR 2605) and the Directive that the right to authorise or
prohibit the rental of a film is comparable to the right of public performance and, unlike the right of
distribution, is not exhausted as soon as it has first been exercised.

12 On the other hand, Laserdisken and the parties intervening in its support in the main proceedings consider
that the result of giving consent for rental is exhaustion of the exclusive right to prohibit copies of a film
from being rented and that the exercise of such a right in the circumstances described is incompatible with
Articles 30 and 36 of the Treaty and with the Directive's particular objective of introducing an area without
internal frontiers.

13 As the Court pointed out in paragraph 14 of its judgment in Case C-200/96 Metronome Musik v Music
Point Hokamp [1998] ECR I-1953, the principle of exhaustion of distribution rights where copyright works are
offered for sale by the rightholder or with his consent is expressed in the settled case-law according to which,
whilst Article 36 of the EC Treaty allows derogations from
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the fundamental principle of the free movement of goods on grounds of the protection of industrial and
commercial property, such derogations are allowed only to the extent to which they are justified by the fact
that they safeguard the rights which constitute the specific subject-matter of that property. However, the
exclusive right guaranteed by the legislation of a Member State on industrial and commercial property is
exhausted when a product has been lawfully distributed on the market in another Member State by the actual
proprietor of the right or with his consent (see in particular Joined Cases 55/80 and 57/80 Musik-Vertrieb
Membran and K-tel International v GEMA [1981] ECR 147, paragraphs 10 and 15, and Case 58/80 Dansk
Supermarked v Imerco [1981] ECR 181, paragraph 11).

14 However, as the Court also pointed out in Warner Brothers and Another v Christiansen, literary and artistic
works may be the subject of commercial exploitation, whether by way of public performance or of the
reproduction and marketing of the recordings made of them. That applies, for example, to the rental of
video-cassettes, which involves a public distinct from the one for the sale of those products and constitutes an
important potential source of revenue for makers of films.

15 In that connection, the Court pointed out that, by authorising the collection of royalties only on sales to
private individuals and to persons hiring out video-cassettes, it is impossible to guarantee to makers of films a
remuneration which reflects the number of occasions on which the video-cassettes are actually hired out and
which secures for them a satisfactory share of the rental market. Laws which provide specific protection of the
right to hire out video-cassettes are therefore clearly justified on grounds of the protection of industrial and
commercial property pursuant to Article 36 of the Treaty (Warner Brothers and Another v Christiansen, cited
above, paragraphs 15 and 16).

16 In the same judgment, the Court also rejected the argument that a maker of a film who has offered the
video-cassette of that film for sale in a Member State whose legislation confers on him no exclusive right of
hiring it out must accept the consequences of his choice and the exhaustion of his right to restrain the
hiring-out of that video-cassette in any other Member State. Where national legislation confers on authors a
specific right to hire out video-cassettes, that right would be rendered worthless if its owner were not in a
position to authorise the operations for doing so (paragraphs 17 and 18).

17 The release into circulation of a picture and sound recording cannot therefore, by definition, render lawful
other acts of exploitation of the protected work, such as rental, which are of a different nature from sale or
any other lawful act of distribution. Just like the right to present a work by means of public performance (see,
in that connection, Case 395/87 Ministère Public v Tournier [1989] ECR 2521, paragraphs 12 and 13), rental
right remains one of the prerogatives of the author and producer notwithstanding sale of the physical recording
(Metronome Musik, paragraph 18).

18 The same reasoning must be followed as regards the effects produced by the offer for rental. As the
Advocate General pointed out in point 15 of his Opinion, the exclusive right to hire out various copies of the
work contained in a video film can, by its very nature, be exploited by repeated and potentially unlimited
transactions, each of which involves the right to remuneration. The specific right to authorise or prohibit
rental would be rendered meaningless if it were held to be exhausted as soon as the object was first offered
for rental.

19 As for the Directive, it should be noted that the facts which gave rise to the dispute in the main
proceedings predate its adoption. Nevertheless, since the proceedings before the national court were still in
progress after the Directive began to produce legal effects in the Member States concerned and as that court
has specifically questioned the Court in that regard, the answer to its request for interpretation must also have
regard to the Directive.
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20 While the third recital in the preamble to the Directive refers, in order to justify eliminating the differences
between national laws, to the objective set out in Article 8a of the Treaty, namely to introduce an area
without internal frontiers, the object of the Directive is, as the Court found in paragraph 22 of Metronome
Musik, to establish harmonised legal protection in the Community for rental and lending right and certain
rights related to copyright in the field of intellectual property. Here it draws a distinction between the
specific rental and lending right, referred to in Article 1, and the distribution right, governed by Article 9 and
defined as an exclusive right to make one of the objects in question available to the public, principally by
way of sale. Whereas lending right is not exhausted by the sale or any other act of distribution of the object,
distribution right, by contrast, is exhausted upon the first sale in the Community by the rightholder or with his
consent (Metronome Musik, paragraph 19).

21 Thus the Directive expressly precludes the possibility that lending right, unlike distribution right, can be
exhausted by any act of distribution of the object in question. As stated at paragraph 18 of this judgment,
such exclusion is justified by the very nature of rental right, which would be rendered worthless if it were
held to be exhausted as soon as the object was first offered for rental.

22 Accordingly, contrary to the submissions of the defendant and interveners in the main proceedings, it
follows both from the interpretation of Articles 30 and 36 of the Treaty, as regards the protection of
copyright, and from the interpretation of the Directive that the exclusive right to authorise or prohibit the
rental of a film is not exhausted when it is first exercised in one of the Member States of the Community.
The exercise of such a right in circumstances such as those described in the order for reference is therefore
not contrary to those provisions.

23 The answer to be given to the national court must therefore be that it is not contrary to Articles 30 and 36
of the Treaty or to the Directive for the holder of an exclusive rental right to prohibit copies of a film from
being offered for rental in a Member State even where the offering of those copies for rental has been
authorised in the territory of another Member State.

Costs

24 The costs incurred by the Danish, Finnish, French and United Kingdom Governments and the Commission
of the European Communities, which have submitted observations to the Court, are not recoverable. Since
these proceedings are, for the parties to the main proceedings, a step in the action pending before the national
court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by Retten i Ålborg by order of 7 February 1997, hereby rules:

It is not contrary to Articles 30 and 36 of the EC Treaty or to Council Directive 92/100/EEC of 19 November
1992 on rental right and lending right and on certain rights related to copyright in the field of intellectual
property for the holder of an exclusive rental right to prohibit copies of a film from being offered for rental
in a Member State even where the offering of those copies for rental has been authorised in the territory of
another Member State.
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Order of the Court
of 19 July 1996

Criminal proceedings against Lahlou Hassan.
Reference for a preliminary ruling: Pretura circondariale di Roma - Italy.

Interpretation of the provisions of the Treaty on the free movement of goods and the freedom to
provide services with regard to national legislation on the management of copyright by a company

governed by public law.
Case C-196/96.

++++

Preliminary rulings ° Admissibility of questions ° Questions not providing sufficient explanation of the factual
and legislative context ° Questions submitted in a context which precludes a useful reply

(EC Treaty, Art. 177; EC Statute of the Court of Justice, Art. 20)

In order to reach an interpretation of Community law which will be of use to the national court, it is essential
that the national court define the factual and legislative context of the questions it is asking or, at the very
least, explain the factual circumstances on which those questions are based.

In this respect, the information provided and the questions raised in orders for reference must not only be
such as to enable the Court usefully to reply but also such as to give the Governments of the Member States
and other interested parties the opportunity to submit observations pursuant to Article 20 of the EC Statute of
the Court.

It is the Court' s duty to ensure that the opportunity to submit observations is safeguarded, bearing in mind
that, by virtue of the abovementioned provision, only the orders for reference are notified to the interested
parties.

Consequently, a request from a national court is manifestly inadmissible ° inasmuch as it does not enable the
Court to give a useful interpretation of Community law ° where the order for reference merely refers to
criminal breaches of national copyright legislation and to the question, raised in that context, as to whether the
monopoly held by a company having the exclusive right to manage such copyright and the authority to
require payment of fees with protection backed by criminal penalties is compatible with Community law, and
where it fails to give sufficient details of the factual context of the dispute, the national legislative context or
the precise reasons which prompted it to consider the interpretation of Community law and to deem it
necessary to refer questions to the Court of Justice for a preliminary ruling.

In Case C-196/96,

REFERENCE to the Court under Article 177 of the EC Treaty by the Pretura Circondariale di Roma, Sezione
Distaccata di Tivoli, for a preliminary ruling in the criminal proceedings pending before that court against

Hassan Lahlou

on the compatibility of national legislation relating to the management of copyright with Article 30 of the EC
Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C.N. Kakouris, D.A.O. Edward, J.-P. Puissochet and G.
Hirsch (Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn (Rapporteur), C.
Gulmann, J.L. Murray, P. Jann, H. Ragnemalm and L. Sevon, Judges,
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Advocate General: G. Cosmas,

Registrar: R. Grass,

after hearing the Advocate General,

makes the following

Order

1 By order of 15 May 1996, received at the Court on 10 June 1996, the Pretura Circondariale di Roma,
Sezione Distaccata di Tivoli (District Magistrates' Court, Rome, Tivoli Division), referred to the Court for a
preliminary ruling under Article 177 of the EC Treaty three questions on various articles of that Treaty in
order to enable it to rule on the compatibility with those provisions of national legislation relating to the
management of copyright.

2 Those questions arose in criminal proceedings against Hassan Lahlou who was charged with wrongfully
disseminating musical compositions and illegally copying magnetic tapes and records.

3 Since it considered that the case before it raised questions concerning the interpretation of the EC Treaty,
the national court referred the following questions to the Court of Justice for a preliminary ruling:

"(1) May the national legislation conferring on the SIAE (Italian Society of Authors and Publishers) the
exclusive right to manage copyright impede or prevent the import or export of sound recordings which
have been lawfully marketed in another State?

(2) In the context of the Single Market, characterized by the free movement of goods and the freedom to
provide services, may the SIAE require payments in all cases and circumstances on behalf of authors,
relying on recourse to criminal proceedings in order to give effect to that power and enforce its claims?

(3) Is the national case-law and legislation referred to by the SIAE in its application to join the proceedings as
a party claiming damages liable to give rise to arbitrary discrimination or a disguised restriction of trade,
into and out of Italy, in relation to the commercial exploitation of copyright vis-à-vis the other Member
States of the European Union?"

4 It should be observed that, in order to reach an interpretation of Community law which will be of use to
the national court, it is essential that the national court define the factual and legislative context of the
questions it is asking or, at the very least, explain the factual circumstances on which those questions are
based (see, in particular, the judgment in Joined Cases C-320/90, C-321/90 and C-322/90 Telemarsicabruzzo
and Others v Circostel [1993] ECR I-393, paragraph 6, and the orders in Case C-157/92 Pretore di Genova v
Banchero [1993] ECR I-1085, paragraph 4, Case C-458/93 Saddik [1995] ECR I-511, paragraph 12, Case
C-167/94 Grau Gomis and Others [1995] ECR I-1023, paragraph 8, Case C-307/95 Max Mara [1995] ECR
I-5083, paragraph 6, and Case C-2/96 Sunino and Data [1996] ECR I-0000, paragraph 4).

5 The information provided and the questions raised in orders for reference must not only be such as to
enable the Court usefully to reply but also such as to give the Governments of the Member States and other
interested parties the opportunity to submit observations pursuant to Article 20 of the EC Statute of the Court
(order in Sunino and Data, paragraph 5). It is the Court' s duty to ensure that the opportunity to submit
observations is safeguarded, bearing in mind that, by virtue of the abovementioned provision, only the orders
for reference are notified to the interested parties (judgment in Joined Cases 141/81, 142/81 and 143/81
Holdijk and Others [1982] ECR 1299, paragraph 6, and the orders in Saddik, paragraph 13; Grau Gomis,
paragraph 10; Max Mara, paragraph 8; and Sunino and Data, paragraph 5).
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6 The order for reference in this case does not contain sufficient information regarding the factual and
legislative context to meet those requirements. The national court merely refers to criminal breaches of Italian
copyright legislation and the question, raised in that context, as to whether the monopoly held by a company
having the exclusive right to manage such copyright and authorized to require payment of fees with protection
backed by criminal penalties is compatible with Community law. For the rest, it fails to give sufficient details
of the factual context of the dispute, the Italian legislative context or the precise reasons which prompted it to
consider the interpretation of Community law and to deem it necessary to refer questions to the Court of
Justice for a preliminary ruling.

7 Since the order for reference is thus too vague as to the legal and factual situations envisaged by the
national court, the Court is unable usefully to provide an interpretation of Community law.

8 It must therefore be held at this stage of the proceedings, pursuant to Articles 92 and 103 of the Rules of
Procedure, that the request from the national court is manifestly inadmissible.

Costs

9 Since these proceedings are, for the parties to the main proceedings, a step in the proceedings pending
before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT

hereby orders:

The request for a preliminary ruling submitted by the Pretura Circondariale di Roma, Sezione Distaccata di
Tivoli, by order of 15 May 1996 is inadmissible.

Luxembourg, 19 July 1996.
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Order of the Court
of 19 July 1996

Criminal proceedings against Mario Modesti.
Reference for a preliminary ruling: Pretura circondariale di Roma - Italy.

Interpretation of the provisions of the Treaty on the free movement of goods and the freedom to
provide services with regard to national legislation on the management of copyright by a company

governed by public law.
Case C-191/96.

++++

Preliminary rulings ° Admissibility of questions ° Questions not providing sufficient explanation of the factual
and legislative context ° Questions submitted in a context which precludes a useful reply

(EC Treaty, Art. 177; EC Statute of the Court of Justice, Art. 20)

In order to reach an interpretation of Community law which will be of use to the national court, it is essential
that the national court define the factual and legislative context of the questions it is asking or, at the very
least, explain the factual circumstances on which those questions are based.

In this respect, the information provided and the questions raised in orders for reference must not only be
such as to enable the Court usefully to reply but also such as to give the Governments of the Member States
and other interested parties the opportunity to submit observations pursuant to Article 20 of the EC Statute of
the Court.

It is the Court' s duty to ensure that the opportunity to submit observations is safeguarded, bearing in mind
that, by virtue of the abovementioned provision, only the orders for reference are notified to the interested
parties.

Consequently, a request from a national court is manifestly inadmissible ° inasmuch as it does not enable the
Court to give a useful interpretation of Community law ° where the order for reference merely refers to
criminal breaches of national copyright legislation and to the question, raised in that context, as to whether the
monopoly held by a company having the exclusive right to manage such copyright and the authority to
require payment of fees with protection backed by criminal penalties is compatible with Community law, and
where it fails to give sufficient details of the factual context of the dispute, the national legislative context or
the precise reasons which prompted it to consider the interpretation of Community law and to deem it
necessary to refer questions to the Court of Justice for a preliminary ruling.

In Case C-191/96,

REFERENCE to the Court under Article 177 of the EC Treaty by the Pretura Circondariale di Roma, Sezione
Distaccata di Tivoli, for a preliminary ruling in the criminal proceedings pending before that court against

Mario Modesti,

on the compatibility of national legislation relating to the management of copyright with Article 30 of the EC
Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C.N. Kakouris, D.A.O. Edward, J.-P. Puissochet and G.
Hirsch (Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn (Rapporteur), C.
Gulmann, J.L. Murray, P. Jann, H. Ragnemalm and L. Sevon, Judges,
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Advocate General: G. Cosmas,

Registrar: R. Grass,

after hearing the Advocate General,

makes the following

Order

1 By order of 21 February 1996, received at the Court on 3 June 1996, the Pretura Circondariale di Roma,
Sezione Distaccata di Tivoli (District Magistrates' Court, Rome, Tivoli Division), referred to the Court for a
preliminary ruling under Article 177 of the EC Treaty three questions on various articles of that Treaty in
order to enable it to rule on the compatibility with those provisions of national legislation relating to the
management of copyright.

2 Those questions arose in criminal proceedings against Mario Modesti who was charged with wrongfully
disseminating musical compositions and illegally copying magnetic tapes and records.

3 Since it considered that the case before it raised questions concerning the interpretation of the EC Treaty,
the national court referred the following questions to the Court of Justice for a preliminary ruling:

"(1) May the national legislation conferring on the SIAE (Italian Society of Authors and Publishers) the
exclusive right to manage copyright impede or prevent the import or export of sound recordings which
have been lawfully marketed in another State?

(2) In the context of the Single Market, characterized by the free movement of goods and the freedom to
provide services, may the SIAE require payments in all cases and circumstances on behalf of authors,
relying on recourse to criminal proceedings in order to give effect to that power and enforce its claims?

(3) Is the national case-law and legislation referred to by the SIAE in its application to join the proceedings as
a party claiming damages liable to give rise to arbitrary discrimination or a disguised restriction of trade,
into and out of Italy, in relation to the commercial exploitation of copyright vis-à-vis the other Member
States of the European Union?"

4 It should be observed that, in order to reach an interpretation of Community law which will be of use to
the national court, it is essential that the national court define the factual and legislative context of the
questions it is asking or, at the very least, explain the factual circumstances on which those questions are
based (see, in particular, the judgment in Joined Cases C-320/90, C-321/90 and C-322/90 Telemarsicabruzzo
and Others v Circostel [1993] ECR I-393, paragraph 6, and the orders in Case C-157/92 Pretore di Genova v
Banchero [1993] ECR I-1085, paragraph 4, Case C-458/93 Saddik [1995] ECR I-511, paragraph 12, Case
C-167/94 Grau Gomis and Others [1995] ECR I-1023, paragraph 8, Case C-307/95 Max Mara [1995] ECR
I-5083, paragraph 6, and Case C-2/96 Sunino and Data [1996] ECR I-0000, paragraph 4).

5 The information provided and the questions raised in orders for reference must not only be such as to
enable the Court usefully to reply but also such as to give the Governments of the Member States and other
interested parties the opportunity to submit observations pursuant to Article 20 of the EC Statute of the Court
(order in Sunino and Data, paragraph 5). It is the Court' s duty to ensure that the opportunity to submit
observations is safeguarded, bearing in mind that, by virtue of the abovementioned provision, only the orders
for reference are notified to the interested parties (judgment in Joined Cases 141/81, 142/81 and 143/81
Holdijk and Others [1982] ECR 1299, paragraph 6, and the orders in Saddik, paragraph 13; Grau Gomis,
paragraph 10; Max Mara, paragraph 8; and Sunino and Data, paragraph 5).
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6 The order for reference in this case does not contain sufficient information regarding the factual and
legislative context to meet those requirements. The national court merely refers to criminal breaches of Italian
copyright legislation and the question, raised in that context, as to whether the monopoly held by a company
having the exclusive right to manage such copyright and authorized to require payment of fees with protection
backed by criminal penalties is compatible with Community law. For the rest, it fails to give sufficient details
of the factual context of the dispute, the Italian legislative context or the precise reasons which prompted it to
consider the interpretation of Community law and to deem it necessary to refer questions to the Court of
Justice for a preliminary ruling.

7 Since the order for reference is thus too vague as to the legal and factual situations envisaged by the
national court, the Court is unable usefully to provide an interpretation of Community law.

8 It must therefore be held at this stage of the proceedings, pursuant to Articles 92 and 103 of the Rules of
Procedure, that the request from the national court is manifestly inadmissible.

Costs

9 Since these proceedings are, for the parties to the main proceedings, a step in the proceedings pending
before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT

hereby orders:

The request for a preliminary ruling submitted by the Pretura Circondariale di Roma, Sezione Distaccata di
Tivoli, by order of 21 February 1996 is inadmissible.

Luxembourg, 19 July 1996.
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Order of the Court
of 25 June 1996

Criminal proceedings against Italia Testa.
Reference for a preliminary ruling: Pretura circondariale di Roma - Italy.

Interpretation of the provisions of the Treaty on the free movement of goods and the freedom to
provide services with regard to national legislation on the management of copyright by a company

governed by public law.
Case C-101/96.

++++

Preliminary rulings ° Admissibility of questions ° Questions not providing sufficient explanation of the factual
and legislative context ° Questions submitted in a context which precludes a useful reply

(EC Treaty, Art. 177; EC Statute of the Court of Justice, Art. 20)

In order to reach an interpretation of Community law which will be of use to the national court, it is essential
that the national court define the factual and legislative context of the questions it is asking or, at the very
least, explain the factual circumstances on which those questions are based.

In this respect, the information provided and the questions raised in orders for reference must not only be
such as to enable the Court usefully to reply but also such as to give the governments of the Member States
and other interested parties the opportunity to submit observations pursuant to Article 20 of the EC Statute of
the Court.

It is the Court' s duty to ensure that the opportunity to do so is safeguarded, bearing in mind that, by virtue
of the abovementioned provision, only the orders for reference are notified to the interested parties.

Consequently, a request from a national court is manifestly inadmissible inasmuch as it does not enable the
Court to give a useful interpretation of Community law where the order for reference merely refers to criminal
breaches of national copyright legislation committed by a person running a private radio station and to the
question, raised in that context, as to whether the monopoly held by a company having the exclusive right to
manage such copyright and authorized to require payment of fees with protection backed by criminal penalties
is compatible with Community law, and where it fails to give sufficient details of the factual context of the
dispute, the national legislative context or the precise reasons which prompted it to consider the interpretation
of Community law and to deem it necessary to refer questions to the Court of Justice for a preliminary ruling.

In Case C-101/96,

REFERENCE to the Court under Article 177 of the EC Treaty by the Pretura Circondariale di Roma, Sezione
Distaccata di Tivoli, for a preliminary ruling in the criminal proceedings before that court against

Italia Testa,

on the compatibility of national legislation relating to the management of copyright with Article 30 of the EC
Treaty,

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C.N. Kakouris, D.A.O. Edward, J.-P. Puissochet and G.
Hirsch (Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn (Rapporteur), C.
Gulmann, J.L. Murray, P. Jann, H. Ragnemalm and L. Sevon, Judges,
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Advocate General: G. Cosmas,

Registrar: R. Grass,

after hearing the Advocate General,

makes the following

Order

1 By order of 21 February 1996, received at the Court on 26 March 1996, the Pretura Circondariale di Roma,
Sezione Distaccata di Tivoli (District Magistrates' Court, Rome, Tivoli Division), referred to the Court for a
preliminary ruling under Article 177 of the EC Treaty three questions on several articles of that Treaty in
order to enable it to rule on the compatibility with those provisions of national legislation relating to the
management of copyright.

2 Those questions arose in criminal proceedings against Italia Testa, which ran a private radio station and was
charged with wrongfully broadcasting musical compositions and illegally copying magnetic tapes and records.

3 Since it considered that the dispute before it raised questions concerning the interpretation of the EC Treaty,
the national court referred the following questions to the Court of Justice for a preliminary ruling:

"(1) May the national legislation conferring on the SIAE (Italian Society of Authors and Publishers) the
exclusive right to manage copyright impede or prevent the import or export of sound recordings which
have been lawfully marketed in another State?

(2) In the context of the Single Market, characterized by the free movement of goods and the freedom to
provide services, may the SIAE require payments in all cases and circumstances on behalf of authors,
relying on recourse to criminal proceedings in order to give effect to that power and enforce its claims?

(3) Is the national case-law and legislation referred to by the SIAE in its application to join the proceedings as
a party claiming damages liable to give rise to arbitrary discrimination or a disguised restriction of trade,
into and out of Italy, in relation to the commercial exploitation of copyright vis-à-vis the other Member
States of the European Union?"

4 It should be observed that, in order to reach an interpretation of Community law which will be of use to
the national court, it is essential that the national court define the factual and legislative context of the
questions it is asking or, at the very least, explain the factual circumstances on which those questions are
based (see, in particular, the judgment in Joined Cases C-320/90, C-321/90 and C-322/90 Telemarsicabruzzo
and Others v Circostel [1993] ECR I-393, paragraph 6, and the orders in Case C-157/92 Pretore di Genova v
Banchero [1993] ECR I-1085, paragraph 4, Case C-458/93 Saddik [1995] ECR I-511, paragraph 12, Case
C-167/94 Grau Gomis and Others [1995] ECR I-1023, paragraph 8, Case C-307/95 Max Mara [1995] ECR
I-5083, paragraph 6, and Case C-2/96 Sunino and Data [1996] ECR I-0000, paragraph 4).

5 The information provided and the questions raised in orders for reference must not only be such as to
enable the Court usefully to reply but also such as to give the Governments of the Member States and other
interested parties the opportunity to submit observations pursuant to Article 20 of the EC Statute of the Court
(order in Sunino and Data, paragraph 5). It is the Court' s duty to ensure that the opportunity to submit
observations is safeguarded, bearing in mind that, by virtue of the abovementioned provision, only the orders
for reference are notified to the interested parties (judgment in Joined Cases 141/81, 142/81 and 143/81
Holdijk and Others [1982] ECR 1299, paragraph 6, and the orders in Saddik, paragraph 13; Grau Gomis,
paragraph 10; Max Mara, paragraph
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8; and Sunino and Data, paragraph 5).

6 The order for reference does not contain sufficient information regarding the factual and legislative context
to meet those requirements. The national court merely refers to criminal breaches of Italian copyright
legislation committed by a person running a private radio station and the question, raised in that context, as to
whether the monopoly held by a company having the exclusive right to manage such copyright and authorized
to require payment of fees with protection backed by criminal penalties was compatible with Community law.
For the rest, it fails to give sufficient details of the factual context of the dispute, the Italian legislative
context or the precise reasons which prompted it to question their compatibility with Community law and to
consider it necessary to refer questions to the Court of Justice for a preliminary ruling.

7 Since the order for reference is thus too vague as to the legal and factual situations envisaged by the
national court, the Court is unable usefully to provide an interpretation of Community law.

8 It must therefore be held at this stage of the proceedings, pursuant to Articles 92 and 103 of the Rules of
Procedure, that the request from the national court is manifestly inadmissible.

Costs

9 Since these proceedings are, for the parties to the main proceedings, a step in the proceedings pending
before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT

hereby orders:

The request for a preliminary ruling submitted by the Pretura Circondariale di Roma, Sezione Distaccata di
Tivoli, by order of 21 February 1996 is inadmissible.

Luxembourg, 25 June 1996.
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Judgment of the Court
of 28 April 1998

Metronome Musik GmbH v Music Point Hokamp GmbH. Reference for a preliminary ruling:
Landgericht Köln - Germany. Copyright and related rights - Rental and lending right - Validity of

Directive 92/100/EEC. Case C-200/96.

1 Approximation of laws - Copyright and related rights - Directive 92/100 - Renting out and lending of
originals and copies of copyright works - Exclusive rental right introduced by the directive - Breach of the
principle of the exhaustion of distribution rights - None

(EC Treaty, Art. 36; Council Directive 92/100)

2 Community law - Principles - Fundamental rights - Right to property - Freedom to pursue a trade or
profession - Restrictions - Directive 92/100, introducing an exclusive rental right and including among the
holders of that right producers of sound recordings - Restriction justified by the general interest - Breach of
the principle of proportionality - None

(EC Treaty, Arts 36 and 128; Council Directive 92/100)

3 The introduction, by Directive 92/100 on rental right and lending right and on certain rights related to
copyright in the field of intellectual property, of an exclusive rental right for copyright works cannot constitute
any breach of the principle of the exhaustion of the distribution right, the purpose and scope of which are
different.

The principle of exhaustion of distribution rights in the event of the offering for sale, by the rightholder or
with his consent, of copyright works derives from settled case-law of the Court of Justice, according to which
the exclusive right guaranteed by the legislation of a Member State on industrial and commercial property is
exhausted when a product has been lawfully distributed on the market in another Member State by the actual
proprietor of the right or with his consent. However, literary and artistic works may be the subject of
commercial exploitation by means other than the sale of the recordings made of them.

By authorising the collection of royalties only on sales to private individuals and to persons hiring out those
recordings, it is impossible to guarantee authors of works a remuneration which reflects the number of
occasions on which the works are actually hired out and which secures for them a satisfactory share of the
rental market. The release into circulation of a sound recording cannot therefore, by definition, render lawful
other forms of exploitation of the protected work, such as rental, which are of a different nature from sale or
any other lawful form of distribution. Just like the right to present a work by means of public performance,
the rental right remains one of the prerogatives of the author and producer notwithstanding sale of the
physical recording.

4 The freedom to pursue a trade or profession, and likewise the right to property, form part of the general
principles of Community law. However, those principles are not absolute but must be viewed in relation to
their social function. Consequently, the exercise of the right to property and the freedom to pursue a trade or
profession may be restricted, provided that any restrictions in fact correspond to objectives of general interest
pursued by the Community and do not constitute in relation to the aim pursued a disproportionate and
intolerable interference, impairing the very substance of the rights guaranteed.

The objectives of Directive 92/100 in fact conform with the objectives of general interest pursued by the
Community. First, the protection of literary and artistic property, which is a category of industrial and
commercial property within the meaning of Article 36 of the Treaty, constitutes a ground of general interest
which may justify restrictions on the free movement of goods and, second, the cultural development of the
Community forms part of the objectives laid down by Article 128 of the EC Treaty, as amended by the
Treaty on European Union, which is intended in particular
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to encourage artistic and literary creation.

More specifically, the inclusion of producers of sound recordings among the beneficiaries of the exclusive
rental right appears justified by the protection of the extremely high and risky investments which are required
for the production of recordings and are essential if authors are to go on creating new works. The grant of an
exclusive right to producers certainly constitutes the most effective form of protection, having regard in
particular to the development of new technologies and the increasing threat of piracy, which is favoured by
the extreme ease with which recordings can be copied. In the absence of such a right, it is likely that the
remuneration of those who invest in the creation of those products would cease to be properly guaranteed,
with inevitable repercussions for the creation of new works.

Furthermore, the obligation to establish, for the producers of sound recordings and all other holders of rights
in respect of such recordings, an exclusive right to authorise or prohibit the commercial rental of those
products is in conformity with the combined provisions of the Agreement on Trade-Related Aspects of
Intellectual Property Rights (`TRIPs'), annexed to the agreement establishing the World Trade Organisation.

Since it does not appear that the objectives pursued could have been achieved by measures which preserved to
a greater extent the entrepreneurial freedom of individuals or undertakings specialising in the commercial
rental of sound recordings, the consequences of introducing an exclusive rental right cannot be regarded as
disproportionate and intolerable.

In Case C-200/96,

REFERENCE to the Court under Article 177 of the EC Treaty by the Landgericht Köln (Germany) for a
preliminary ruling in the proceedings pending before that court between

Metronome Musik GmbH

and

Music Point Hokamp GmbH

on the validity of Article 1(1) of Council Directive 92/100/EEC of 19 November 1992 on rental right and
lending right and on certain rights related to copyright in the field of intellectual property (OJ 1992 L 346, p.
61),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann, H. Ragnemalm, M. Wathelet and R. Schintgen
(Presidents of Chambers), G.F. Mancini, J.C. Moitinho de Almeida, P.J.G. Kapteyn, D.A.O. Edward, J.-P.
Puissochet (Rapporteur), G. Hirsch, P. Jann and L. Sevon, Judges,

Advocate General: G. Tesauro,

Registrar: D. Louterman-Hubeau, Principal Administrator,

after considering the written observations submitted on behalf of:

- Metronome Musik GmbH, by Hartwig Ahlberg, Rechtsanwalt, Hamburg,

- Music Point Hokamp GmbH, by Martin Matzat, Rechtsanwalt, Münster,

- the German Government, by Alfred Dittrich, Regierungsdirektor in the Federal Ministry of Justice, assisted
by Sabine Maass, Regierungsrätin in the Federal Ministry of the Economy, acting as Agents,

- the French Government, by Catherine de Salins, Head of Subdirectorate in the Legal Affairs Directorate of
the Ministry of Foreign Affairs, and Philippe Martinet, Foreign Affairs Secretary
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in the same directorate, acting as Agents,

- the Italian Government, by Professor Umberto Leanza, Head of the Legal Service, Ministry of Foreign
Affairs, acting as Agent, assisted by Pier Giorgio Ferri, Avvocato dello Stato,

- the United Kingdom Government, by Lindsey Nicoll, of the Treasury Solicitor's Department, acting as
Agent, and by Eleanor Sharpston, Barrister,

- the Council of the European Union, by Bjarne Hoff-Nielsen, Legal Adviser, and Stephan Marquardt, of its
Legal Service, acting as Agents, and

- the Commission of the European Communities, by Jürgen Grunwald, Legal Adviser, and Berend Jan Drijber,
of its Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Metronome Musik GmbH, Music Point Hokamp GmbH, the German
Government, the Italian Government, the Council and the Commission at the hearing on 21 October 1997,

after hearing the Opinion of the Advocate General at the sitting on 22 January 1998,

gives the following

Judgment

1 By order of 18 April 1996, received at the Court on 13 June 1996, the Landgericht (Regional Court)
Cologne, referred to the Court of Justice for a preliminary ruling under Article 177 of the EC Treaty a
question on the validity of Article 1(1) of Council Directive 92/100/EEC of 19 November 1992 on rental right
and lending right and on certain rights related to copyright in the field of intellectual property (OJ 1992 L
346, p. 61, hereinafter `the Directive').

2 That question was raised in proceedings between Metronome Musik GmbH (hereinafter `Metronome'), which
produces sound recordings, including compact discs, and Music Point Hokamp GmbH (hereinafter `Hokamp'),
whose business includes the rental of compact discs.

3 Article 1(1) of the Directive requires the Member States to provide a right to authorise or prohibit the rental
and lending of originals and copies of copyright works, and other subject-matter. Pursuant to Article 1(4),
those rights are not to be exhausted by any sale or other act of distribution. Finally, under Article 2(1), the
exclusive right to authorise or prohibit rental and lending is to belong to the author in respect of the original
and copies of his work, to the performer in respect of fixations of his performance, to the phonogram
producer in respect of his phonograms and to the producer of the first fixation of a film in respect of the
original and copies of his film.

4 Under Article 9 of the Directive, without prejudice to the specific provisions concerning the lending and
rental right, and those of Article 1(4) in particular, the distribution right, which is the exclusive right to make
any of the abovementioned objects available to the public by sale or otherwise, is not to be exhausted except
where the first sale in the Community of that object is made by the rightholder or with his consent.

5 Finally, Article 13, which is concerned with the applicability of the Directive in time, allows the Member
States, under paragraph 3, to provide that rightholders are deemed to have given their authorisation to the
rental of an object made available to third parties or acquired before 1 July 1994, the date by which the
Directive was to be implemented.

6 In Germany, the obligations imposed by the Directive were put into effect by the Law of 23 June 1995
(BGBl. I, p. 842), which amended the Urheberrechtsgesetz of 9 September 1965 (Copyright
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Law, BGBl. I, 1273, hereinafter `the UrhG'). In particular, that Law removed rental from the category of
`subsequent distribution', which is lawful where the original of the work or copies thereof has been put into
circulation with the consent of the holder of the distribution right.

7 On the basis of the new provisions of the UrhG, Metronome, which produced the compact disc `Planet
Punk', recorded by the group `Die Ærzte' and issued on 15 September 1995, sought an interlocutory injunction
from the Landgericht Köln against Hokamp to restrain it from renting out the compact disc.

8 On 4 December 1995, that court granted an interim order restraining the defendant from offering that
compact disc for rental or renting it out in Germany.

9 Hokamp applied to have that order set aside, contending that the abovementioned provisions of the Directive
and those of the UrhG implementing it were contrary to the fundamental rights guaranteed by Community law
and by constitutional law, in particular the freedom to pursue a trade or profession.

10 In those proceedings, the Landgericht Köln entertained doubts as to the validity of the introduction of an
exclusive rental right, which would in particular adversely affect the exercise of a business activity hitherto
pursued without restriction. Consequently, the national court decided to refer the following question to the
Court of Justice for a preliminary ruling:

`Is the introduction of an exclusive rental right, contrary to the principle of the exhaustion of distribution
rights, by Article 1(1) of Council Directive 92/100/EEC of 19 November 1992 on rental right and lending
right and on certain rights related to copyright in the field of intellectual property compatible with Community
law, in particular Community fundamental rights?'

11 Metronome, the German, French, Italian and United Kingdom Governments, the Council and the
Commission consider that the Directive is valid. They maintain, essentially, that the exclusive rental right,
which moreover is provided for in international conventions to which the Community and the Member States
are parties, reflects objectives of general interest in the field of intellectual property and does not impair the
substance of the right to pursue a trade or profession.

12 Hokamp contends, however, that the introduction of such a right by the Directive must be regarded as void
since it encroaches upon the fundamental rights of undertakings which operate rental businesses, including the
right freely to pursue a trade or activity, and because it distorts competition in the Member States in which
that activity was carried on independently of phonogram producers.

13 It is clear from the grounds of the order for reference and the wording of the question submitted that the
national court is concerned that the introduction of an exclusive rental right might infringe the principle of
exhaustion of distribution rights in the event of the offering for sale, by the rightholder or with his consent, of
copyright works.

14 That principle is expressed in the settled case-law of the Court of Justice according to which, whilst
Article 36 of the EC Treaty allows derogations from the fundamental principle of the free movement of goods
by reason of rights recognised by national legislation in relation to the protection of industrial and commercial
property, such derogations are allowed only to the extent to which they are justified by the fact that they
safeguard the rights which constitute the specific subject-matter of that property. However, the exclusive right
guaranteed by the legislation of a Member State on industrial and commercial property is exhausted when a
product has been lawfully distributed on the market in another Member State by the actual proprietor of the
right or with his consent (see in particular Joined Cases 55/80 and 57/80 Musik-Vertrieb Membran and K-tel
International v GEMA [1981] ECR 147, paragraphs 10 and 15, and Case 58/80 Dansk Supermarked v Imerco
[1981] ECR 181, paragraph 11).

15 However, as the Court pointed out in Case 158/86 Warner Brothers and Metronome Video v Christiansen
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[1988] ECR 2605, literary and artistic works may be the subject of commercial exploitation by means other
than the sale of the recordings made of them. That applies, for example, to the rental of video-cassettes, which
reaches a different public from the market for their sale and constitutes an important potential source of
revenue for makers of films.

16 In that connection, the Court observed that, by authorising the collection of royalties only on sales to
private individuals and to persons hiring out video-cassettes, it is impossible to guarantee to makers of films a
remuneration which reflects the number of occasions on which the video-cassettes are actually hired out and
which secures for them a satisfactory share of the rental market. Laws which provide specific protection of the
right to hire out video-cassettes are therefore clearly justified on grounds of the protection of industrial and
commercial property pursuant to Article 36 of the Treaty (Warner Brothers and Metronome Video, cited
above, paragraphs 15 and 16).

17 In the same judgment, the Court also rejected the argument that a maker of a film who has offered the
video-cassette of that film for sale in a Member State whose legislation confers on him no exclusive right of
hiring it out must accept the consequences of his choice and the exhaustion of his right to restrain the
hiring-out of that video-cassette in any other Member State. Where national legislation confers on authors a
specific right to hire out video-cassettes, that right would be rendered worthless if its owner were not in a
position to authorise the operations for doing so (paragraphs 17 and 18).

18 As the Advocate General has rightly indicated in point 14 of his Opinion, the release into circulation of a
sound recording cannot therefore, by definition, render lawful other forms of exploitation of the protected
work, such as rental, which are of a different nature from sale or any other lawful form of distribution. Just
like the right to present a work by means of public performance (see, in that connection, Case 395/87
Ministère Public v Tournier [1989] ECR 2521, paragraphs 12 and 13), the rental right remains one of the
prerogatives of the author and producer notwithstanding sale of the physical recording.

19 Thus, the distinction drawn in the Directive between the effects of the specific rental and lending right,
referred to in Article 1, and those of the distribution right, governed by Article 9 and defined as an exclusive
right to make one of the objects in question available to the public, principally by way of sale, is justified.
The former is not exhausted by the sale or any other act of distribution of the object, whereas the latter may
be exhausted, but only and specifically upon the first sale in the Community by the rightholder or with his
consent.

20 The introduction by the Community legislation of an exclusive rental right cannot therefore constitute any
breach of the principle of exhaustion of the distribution right, the purpose and scope of which are different.

21 Furthermore, according to settled case-law, the freedom to pursue a trade or profession, and likewise the
right to property, form part of the general principles of Community law. However, those principles are not
absolute but must be viewed in relation to their social function. Consequently, the exercise of the right to
property and the freedom to pursue a trade or profession may be restricted, provided that any restrictions in
fact correspond to objectives of general interest pursued by the European Community and do not constitute in
relation to the aim pursued a disproportionate and intolerable interference, impairing the very substance of the
rights guaranteed (see, in particular, Case C-44/94 R v Minister of Agriculture, Fisheries and Food, ex parte
Fishermen's Organisations and Others, [1995] ECR I-3115, paragraph 55).

22 The object of the Directive is to establish harmonised legal protection in the Community for the rental and
lending right and certain rights related to copyright in the field of intellectual property. According to the first
three recitals in its preamble, such harmonisation is intended
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to eliminate differences between national laws which are liable to create barriers to trade, distort competition
and impede the achievement and proper functioning of the internal market. As is stated, more specifically, in
the fourth, fifth and seventh recitals in the preamble to the Directive, the rental right, which, as a result of the
increasing threat of piracy, is of increasing importance to the economic and cultural development of the
Community must in particular guarantee that authors and performers can receive appropriate income and
amortise the especially high and risky investments required particularly for the production of phonograms and
films.

23 Those objectives in fact conform with the objectives of general interest pursued by the Community. It
should be borne in mind, in particular, that the protection of literary and artistic property, which is a category
of industrial and commercial property within the meaning of Article 36 of the Treaty, constitutes a ground of
general interest which may justify restrictions on the free movement of goods (see Warner Brothers and
Metronome Video, cited above, paragraph 11). It should also be noted that the cultural development of the
Community forms part of the objectives laid down by Article 128 of the EC Treaty, as amended by the
Treaty on European Union, which is intended in particular to encourage artistic and literary creation.

24 More particularly, the inclusion, challenged by the defendant in the main proceedings, of phonogram
producers among the beneficiaries of the exclusive rental right appears justified by the protection of the
extremely high and risky investments which are required for the production of phonograms and are essential if
authors are to go on creating new works. As the Advocate General has explained in point 26 of his Opinion,
the grant of an exclusive right to producers certainly constitutes the most effective form of protection, having
regard in particular to the development of new technologies and the increasing threat of piracy, which is
favoured by the extreme ease with which recordings can be copied. In the absence of such a right, it is likely
that the remuneration of those who invest in the creation of those products would cease to be properly
guaranteed, with inevitable repercussions for the creation of new works.

25 Furthermore, as pointed out by most of those who have submitted observations, the obligation to establish,
for the producers of phonograms and all other holders of rights in respect of phonograms, an exclusive right
to authorise or prohibit the commercial rental of those products is in conformity with the combined provisions
of Articles 11 and 14 of the Agreement on Trade-Related Aspects of Intellectual Property Rights (`TRIPs'),
annexed to the agreement establishing the World Trade Organisation, signed in Marrakesh on 15 April 1994
and approved by Council Decision 94/800/EC of 22 December 1994 concerning the conclusion on behalf of
the European Community, as regards matters within its competence, of the agreements reached in the Uruguay
Round multilateral negotiations (1986-1994) (OJ 1994 L 336, p. 1).

26 Thus, the general principle of freedom to pursue a trade or profession cannot be interpreted in isolation
from the general principles relating to protection of intellectual property rights and international obligations
entered into in that sphere by the Community and by the Member States. Since it does not appear that the
objectives pursued could have been achieved by measures which preserved to a greater extent the
entrepreneurial freedom of individuals or undertakings specialising in the commercial rental of phonograms,
the consequences of introducing an exclusive rental right cannot be regarded as disproportionate and
intolerable.

27 It must also be observed that, regardless of the transitional measures provided for in Article 13, the
Directive does not have the effect of eliminating any possibility of rental. Those engaged in the business of
hiring out can negotiate with rightholders in order to obtain an authorisation to hire out the objects in question
or a contractual licence, on terms acceptable to both parties.

28 As regards the distortions of competition which the defendant in the main proceedings contends would
result from the overall prohibition of rental which would be imposed by certain groups producing
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phonograms, it need merely be observed that, even if such distortions were proved, they would not be the
direct consequence of the contested provisions, which do not necessarily have either the object or the effect of
encouraging interested parties systematically to prohibit the rental of their products solely for the purpose of
eliminating competitors from the rental market.

29 The answer to be given to the national court must therefore be that examination of the question submitted
has disclosed no factor of such a nature as to affect the validity of Article 1(1) of the Directive.

Costs

30 The costs incurred by the German, French, Italian and United Kingdom Governments, the Council of the
European Union and the Commission of the European Communities, which have submitted observations to the
Court, are not recoverable. Since these proceedings are, for the parties to the main proceedings, a step in the
action pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Landgericht Köln by order of 18 April 1996, hereby rules:

Examination of the question submitted has disclosed no factor of such a kind as to affect the validity of
Article 1(1) of Council Directive 92/100/EEC of 19 November 1992 on rental right and lending right and on
certain rights related to copyright in the field of intellectual property.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)November 1997.

Roger Tremblay, Harry Kestenberg and Syndicat des exploitants de lieux de loisirs (SELL) v
Commission of the European Communities.

Competition - Copyright - Rejection of a complaint - Compliance with a judgment annulling a decision
- Partitioning of the market - Statement of reasons - Misuse of powers.

Case T-224/95.

1 Actions for annulment - Jurisdiction of the Community judicature - Application claiming that the Court
should order the investigations necessary to establish proof of an agreement specified in a complaint -
Inadmissible

(EC Treaty, Arts 173 and 176)

2 Actions for annulment - Action brought in respect of a decision which merely confirms a previous decision
- Inadmissible - Concept of a confirmatory decision - Decision intended to replace an earlier decision which
has been annulled - Where part of the decision reproduces certain grounds of the earlier decision which were
not called in question by the judgment annulling it

(EC Treaty, Art. 173)

3 Acts of the institutions - Statement of reasons - Obligation - Scope - Decision applying the competition
rules

(EC Treaty, Art. 190)

4 Competition - Administrative procedure - Examination of complaints - Duty to conduct an investigation -
None

(Council Regulation No 17, Art. 3)

5 Actions for annulment - Judgment annulling a measure - Effects - Obligation to adopt measures to comply
with the judgment - Scope - Regard to be had to both the grounds and the operative part of the judgment -
Compliance repeating the irregularities which led to annulment - Not permissible - Duty to reexamine aspects
not called in question in the judgment - None

(EC Treaty, Arts 173 and 176)

6 Procedure - Originating application - Procedural requirements - Summary of the pleas in law relied on

(EC Statute of the Court of Justice, Art. 19; Rules of Procedure of the Court of First Instance, Art. 44(1))

7 In annulment proceedings, a form of order sought to the effect that a direction be issued to the Commission
to conduct the investigations necessary to establish proof of an agreement specified in a complaint is
inadmissible. It is not for the Community judicature to issue directions to the institutions when exercising its
power to review the legality of their acts. Pursuant to Article 176 of the Treaty, it is for the institution
whose act has been declared void to take the necessary measures to comply with a judgment given in
annulment proceedings.

8 No action lies against decisions which merely confirm earlier decisions. A decision which merely confirms
an earlier decision does not afford the persons concerned the opportunity of reopening argument on the
legality of the decision confirmed.

Consequently, where an action is brought against a decision which was intended to replace an earlier decision
only partially annulled by the Community judicature, the applicant may not challenge that part of the decision
which reproduces in identical terms certain grounds of the earlier decision
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which were not called in question by the judgment annulling it.

9 The statement of reasons required by Article 190 of the Treaty must set out, clearly and unequivocally, the
reasoning of the Community authority responsible for the contested decision so as to enable the applicant to
ascertain the matters justifying the measure adopted so that he can defend his rights, and so as to enable the
Community judicature to exercise its power of review. In that connection the Commission is not obliged to
adopt a position, in stating the reasons for the decisions which it is required to take in order to apply the
competition rules, on all the arguments relied on by the parties concerned in support of their request. It is
sufficient if it sets out the facts and legal considerations having decisive importance in the context of the
decision.

10 The obligation incumbent on the Commission, when a matter is brought before it under Article 3 of
Regulation No 17, is not to conduct an investigation but to examine closely the matters of fact and of law
raised by the complainant in order to ascertain whether there has been any conduct of such a nature as to
distort competition within the common market and to affect trade between Member States.

11 When the Community judicature annuls an act of an institution, the latter is required under Article 176 of
the Treaty to take the measures necessary to comply with the judgment. In that connection, in order to comply
with the judgment and to implement it fully, the institution is required to observe not only the operative part
of the judgment but also the grounds which led to the judgment and constitute its essential basis, inasmuch as
they are necessary to determine the exact meaning of what is stated in the operative part. It is those grounds
which, on the one hand, identify the precise provision held to be illegal and, on the other, indicate the
specific reasons which underlie the finding of illegality contained in the operative part and which the
institution concerned must take into account when replacing the annulled measure.

Whilst Article 176 of the Treaty requires the institution concerned to prevent a decision intended to replace
the contested decision from being vitiated by the same irregularities as those identified in the judgment
annulling the decision, the Commission cannot be required to take a fresh position on aspects of its decision
which were not called in question by that judgment.

12 The originating application must contain a summary of the pleas in law on which it is based. That
statement must be sufficiently clear and specific in order to enable the defendant to prepare its defence and
the Court of First Instance to adjudicate on the action, if appropriate without any other information in support.
The application must therefore specify the nature of the grounds on which it is based, so that a mere abstract
statement of grounds does not satisfy the requirements of the Statute or of the Rules of Procedure of the
Court of First Instance.

In Case T-224/95,

Roger Tremblay, residing in Vernantes (France),

Harry Kestenberg, residing in Saint-André-Les-Vergers (France), and

Syndicat des Exploitants de Lieux de Loisirs (SELL), an association governed by French law, having its seat
in Paris, represented by Jean-Claude Fourgoux, of the Paris Bar, with an address for service in Luxembourg at
the Chambers of Pierrot Schiltz, 4 Rue Béatrix de Bourbon,

applicants,

supported by

Music Users' Council of Europe (MUCE), an association governed by English law, established in Uxbridge
(United Kingdom), represented by Jean-Louis Fourgoux, of the Paris Bar, with an address for service in
Luxembourg at the Chambers of Pierrot Schiltz, 4 Rue Béatrix de Bourbon,
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Associazione Italiana Imprenditori Locali da Ballo (SILB), an association governed by Italian law, having its
seat in Rome, represented by Jean-Claude Fourgoux, of the Paris Bar, with an address for service in
Luxembourg at the Chambers of Pierrot Schiltz, 4 Rue Béatrix de Bourbon,

interveners,

v

Commission of the European Communities, represented by Giuliano Marenco, Legal Adviser, and Guy
Charrier, national official seconded to the Commission, acting as Agents, with an address for service in
Luxembourg in the office of Carlos Gomez de la Cruz, of its Legal Service, Wagner Centre, Kirchberg,

defendant,

supported by

French Republic, represented by Kareen Rispal-Bellanger, Deputy Director of Legal Affairs in the Ministry of
Foreign Affairs, and Jean-Marc Belorgey, special adviser in that ministry, acting as Agents, with an address
for service in Luxembourg at the French Embassy, 8b Boulevard Joseph II,

intervener,

APPLICATION for (i) annulment of the Commission decision of 13 October 1995 rejecting the complaints
made on 4 February 1986, in particular by Roger Tremblay and Harry Kestenberg, under Article 3(2) of
Council Regulation No 17 of 6 February 1962, First Regulation implementing Articles 85 and 86 of the
Treaty (OJ, English Special Edition 1959-1962, p. 87), concerning market sharing and complete partitioning of
the market alleged to result therefrom, between the societies which manage copyright in the various Member
States and (ii) an order requiring the Commission to carry out the investigations necessary to establish the
existence of the restrictive arrangements complained of,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Second Chamber),

composed of: C.W. Bellamy, President, A. Kalogeropoulos and J.D. Cooke, Judges,

Registrar: A. Mair, Administrator,

having regard to the written procedure and further to the hearing on 29 May 1997,

gives the following

Judgment

Costs

85 86 Under Article 87(2) of the Rules of Procedure, the unsuccessful party is to be ordered to pay the costs
if they have been applied for in the successful party's pleadings. Since the applicants have been unsuccessful
and the Commission has asked for an order of costs against them, the applicants must be ordered to pay the
costs.

87 However, the French Republic, which intervened in the proceedings, is to bear its own costs under the first
subparagraph of Article 87(4) of the Rules of Procedure.

On those grounds,

THE COURT OF FIRST INSTANCE
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(Second Chamber)

hereby:

1. Dismisses the action;

2. Orders the applicants to pay the costs of the proceedings;

3. Orders the French Republic to bear its own costs.

Facts and procedure

Factual background to the dispute

1 On 4 February 1986 application was made to the Commission under Article 3(2) of Council Regulation No
17 of 6 February 1962, First Regulation implementing Articles 85 and 86 of the Treaty (OJ, English Special
Edition 1959-1962, p. 87, hereinafter `Regulation No 17') for a finding that Articles 85 and 86 of the EEC
Treaty had been infringed by a group of discothèque operators called BEMIM (Bureau Européen des Médias
de l'Industrie Musicale) of which Roger Tremblay and Harry Kestenberg, individual operators of discothèques,
were members at that time. That application cited the Société des Auteurs, Compositeurs et Editeurs de
Musique (hereinafter `SACEM'), the society which manages copyright in musical works in France. Between
1979 and 1988 the Commission also received similar complaints from other complainants.

2 The abovementioned complaint of 4 February 1986 essentially made the following allegations. The first,
alleging an infringement of Article 85(1) of the Treaty, complained of an alleged market-sharing arrangement -
and complete partitioning of the market as a result - between the societies which manage copyright in the
various Member States, through the conclusion of reciprocal representation contracts under which managing
societies are prohibited from dealing directly with users established in the territory of another Member State.
The two other allegations, based on Article 86 of the Treaty, concerned the excessive and discriminatory
nature of the rate of royalties charged by SACEM, and its refusal to allow French discothèques to use its
foreign repertoire alone.

3 In response to the complaints received by it, the Commission undertook investigations, requesting
information under Article 11 of Regulation No 17.

4 The investigation conducted by the Commission was suspended following requests for preliminary rulings
submitted to the Court of Justice, between December 1987 and August 1988, by the Appeal Courts of
Aix-en-Provence and Poitiers and the Tribunal de Grande Instance (Regional Court), Poitiers. Amongst the
issues raised under Articles 85 and 86 of the Treaty were the level of the royalties charged by SACEM, the
conclusion of reciprocal representation agreements between national copyright-management societies and the
fact that SACEM'S reciprocal representation agreements were all-embracing, covering the entire repertoire. In
its judgments of 13 July 1989 in Case 395/87 Ministère Public v Tournier [1989] ECR 2521, at p. 2580 and
Joined Cases 110/88, 241/88 and 242/88 Lucazeau and Others v SACEM and Others [1989] ECR 2811, at p.
2834, the Court ruled, inter alia, that: `Article 85 of the EEC Treaty must be interpreted as prohibiting any
concerted practice by national copyright-management societies of the Member States having as its object or
effect the refusal by each society to grant direct access to its repertoire to users established in another
Member State. It is for the national courts to determine whether any concerted action by such management
societies has in fact taken place.'

5 Following those judgments, the Commission resumed its investigations, more particularly with regard to the
differences in the levels of royalties charged by the various copyright-management societies in the Community.
The results of the Commission's investigation were set out in a report dated 7 November 1991.
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6 On 18 December 1991 the Commission was formally requested under Article 175 of the EEC Treaty, on
behalf of Messrs Tremblay and Kestenberg, of BEMIM and of others, to take a position on their complaints.

7 On 20 January 1992 the Commission sent a communication to BEMIM pursuant to Article 6 of Commission
Regulation No 99/63/EEC of 25 July 1963 on the hearings provided for in Article 19(1) and (2) of Council
Regulation No 17 (OJ, English Special Edition 1963-1964, p. 47, hereinafter `Regulation No 99/63'). In that
letter the Commission stated that, having regard to the principles of subsidiarity and decentralization, and in
view of the fact that there was no Community interest involved because the practices complained of were
essentially national and that the matter was before a number of French courts, it did not consider that the
information contained in the complaints was such as to enable it to act upon it.

8 On 20 March 1992 the applicants' counsel submitted observations on the letter of 20 January 1992 in which
he requested the Commission to pursue the investigation and to send a statement of objections to SACEM.

9 By a letter dated 12 November 1992, sent by the Member of the Commission responsible for competition,
the complainants were informed that their application for a finding that Articles 85 and 86 of the Treaty had
been infringed had been definitively rejected.

10 Annulment proceedings were instituted before this Court against the decision of 12 November 1992 on 11
January 1993.

11 By judgment of 24 January 1995 in Case T-5/93 Tremblay and Others v Commission [1995] ECR II-188,
hereinafter `Tremblay I'), the Court of First Instance (Second Chamber) annulled the decision of 12 November
1992 for infringement of Article 190 of the Treaty, in so far as the decision rejected the applicant's allegation
that the market had been partitioned as a result of an alleged restrictive agreement between SACEM and the
copyright-management societies in the other Member States, and dismissed the remainder of the application.

12 By an application lodged at the Court Registry on 24 March 1995, Messrs Tremblay and Kestenberg and
the Syndicat des Exploitants de Lieux de Loisirs (hereinafter `SELL') brought an appeal seeking the setting
aside of the abovementioned judgment in so far as the Court of First Instance dismissed the action against that
part of the Commission's decision of 12 November 1992 rejecting the allegations concerning infringement of
Article 86 of the Treaty.

13 Following the judgment in Tremblay I, the Commission, on 23 June 1995, sent to the applicants' counsel a
communication under Article 6 of Regulation No 99/63 (hereinafter `the Article 6 letter').

14 In the Article 6 letter the Commission first recalled that, in Tremblay I, the Court of First Instance had
taken the view that the statement of reasons underpinning the decision of 12 November 1992 had not apprised
the applicants of the grounds on which their complaint was rejected, in so far as the latter was concerned with
a partitioning of the market as a result of the reciprocal representation contracts concluded between the
copyright-management societies in the various Member States.

15 In the part of its Article 6 letter entitled `Legal assessment', the Commission set out, first, the replies given
by the Court in its abovementioned judgments in the Tournier and Lucazeau cases concerning the organization
by national copyright-management societies of a network of reciprocal representation contracts, and on the
practice followed by those societies of collectively refusing all direct access to their respective repertoires to
users of recorded music established in other Member States.

16 The Commission pointed out that in its judgments the Court held that reciprocal representation
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contracts providing for exclusivity, in the sense that those societies had undertaken not to allow direct access
to their repertoire to users of recorded music established abroad, could fall under the prohibition contained in
Article 85(1) of the Treaty. However, since the exclusivity clauses in the reciprocal representation contracts
had been deleted without any alteration of the behaviour of the copyright societies which refused to entrust
their repertoire to a society other than that established in the territory in question, the Court had gone on to
examine whether those societies had in fact maintained exclusivity by means of a concerted practice. In that
connection, it stated that, whilst the Court had held that concertation between national copyright-management
societies leading to systematic refusals to allow foreign users direct access to their repertoire was to be
regarded as constituting a concerted practice in restraint of competition and likely to affect trade between
Member States, it had also emphasized that concerted action of that kind could not be presumed where the
parallel behaviour could be accounted for by reasons other than the existence of concerted action. However,
the Commission pointed out that, in the Court's view, `such a reason might be that the copyright-management
societies of other Member States would be obliged, in the event of direct access to their repertoires, to
organize their own management and monitoring system in another country.'

17 On the basis of those principles, the Commission went on to state, in its letter, that it continued to take the
view that, even if certain parallel behaviour were to be found in the various copyright-management societies'
refusals to grant requests by discothèques established in other Member States for direct access to their
repertoire, such parallel behaviour could be attributed only to the similarity of the situations of the various
copyright-management societies. In that connection, the Commission referred to the Opinion of Advocate
General Jacobs in the Tournier and Lucazeau and Others cases ([1989] ECR, at p. 2536), in which he stressed
the specific nature of the market for copyright whose protection, in order to be effective, requires continuous
supervision and management within the national territories. It observed in that connection that any
copyright-management society wishing to do business in a national territory other than its own would need to
establish a management system enabling it to negotiate contracts with customers, verify the factors forming the
basis of the assessment of royalties, monitor the use of its repertoire and take the necessary action in respect
of infringements of its copyright, whereas each society can manage its repertoire more cheaply and more
effectively by entrusting it to the society already established in that other territory.

18 Referring also to the judgment of the Court in the Woodpulp cases (Joined Cases C-89/85, C-104/85,
C-114/85, C-116/85, C-117/85 and C-125/85 to C-129/85 Ahlström Osakeyhtiö and Others [1993] ECR
I-1307), the Commission stated that a concerted practice was not the only plausible explanation for the alleged
behaviour of the copyright-management societies complained of, since, in its view, those societies had no
interest in using any method other than that of granting authority to the society established in the territory in
question.

19 It accordingly concluded:

`[...] not having received from the other complainants or from yourself proof or hard evidence of the existence
of such a concerted practice, and not having obtained any such evidence itself, the Commission cannot
attribute the parallel behaviour to the existence of an agreement or concerted practice between the
copyright-management societies.'

20 In part of its letter of 23 June 1995 entitled `Conclusions' the Commission stated that:

`Under those circumstances, the Commission considers that the complaints made by Messrs Roger Tremblay,
François Lucazeau and Harry Kestenberg are unfounded in so far as they concern the existence of partitioning
of national markets in copyright in music as a result of an alleged agreement or concerted practice between
the copyright-management societies in the various Member States.
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The Commission therefore informs you, under Article 6 of Commission Regulation No 99/63/EEC of 25 July
1963, of its intention officially to reject that aspect of the complaints made by Messrs Roger Tremblay,
François Lucazeau and Harry Kestenberg.'

21 On 24 July 1995 the applicants' counsel submitted, on behalf of Messrs Tremblay and Kestenberg,
observations in response to the communication of 23 June 1995 in which he contended in particular that in its
Article 6 letter the Commission `merely indicated that it had not been able to obtain any hard evidence of the
existence of a concerted practice, without demonstrating that it had actually sought such evidence' and `did not
demonstrate that it had resumed the investigation as the judgment of the Court of First Instance ought to have
prompted it to do.' Referring to an arrangement between national copyright-management societies to partition
the market by the conclusion of reciprocal representation contracts, and to an agreement between those
societies to maintain prices at a high level, the applicants' counsel argued that the grounds relied on by the
Commission in rejecting that part of the complaint concerning the existence of an agreement were therefore
not valid, and requested the Commission either to pursue the investigation or to stay a decision in the matter
until the Court had given judgment on the appeal against the judgment given in Tremblay I.

22 By a letter of 13 October 1995 signed by the Member of the Commission responsible for competition,
Messrs Tremblay and Kestenberg were informed that their complaints lodged on 4 February 1986 had been
definitively rejected.

23 In its letter of 13 October 1995 the Commission stated that, for reasons already set out in the Article 6
letter, there were insufficient grounds for pursuing the complaints and that the observations submitted by the
complainants in the letter of 24 July 1995 contained no new matters of fact or law liable to alter that
conclusion. In particular, the Commission pointed out in that letter that it was requested to establish proof not
only of a market-sharing agreement between the copyright-management societies in the various Member States
by the conclusion of reciprocal representation contracts, but also of a second agreement between the same
societies intended to maintain music prices at a high level.

24 With regard to the first alleged agreement, the Commission refers to the reasons already set out in the
Article 6 letter. With regard to the second alleged agreement, the Commission claims first of all, referring to
the judgment in Tremblay I, that that allegation was not made in the complaint but only in the complainants'
observations of 20 March 1992 on the earlier Article 6 letter of 20 January 1992. It infers therefrom that it
was not obliged to respond to that point, and considers that the Court of First Instance did not examine that
part of the decision in its judgment. None the less, it stresses that the reasons already set out at point 12 of
its decision of 12 November 1992 remain valid: even if it may not be ruled out that an agreement or
concerted practice, though not proven, exists between the copyright-management societies represented within
the Groupement Européen des Sociétés d'Auteurs et de Compositeurs, GESAC, it would appear that no precise
effect in relation to prices may be attributed to any such concertation in any event since some prices have
gone down and others risen since delivery of the judgments in the Tournier and Lucazeau and Others cases,
and continue to display considerable variations.

Procedure

25 By application lodged at the Registry of the Court of First Instance on 13 December 1995, the applicants
brought these proceedings.

26 By letter lodged at the Registry on 28 May 1996, the French Republic sought leave to intervene in support
of the form of order sought by the defendant. The President of the Second Chamber (Extended Composition)
granted the leave sought by order of 2 July 1996. Following the statement in intervention lodged by the
French Republic, the applicants did not submit any observations within
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the period provided for.

27 By application lodged at the Registry on 30 May 1996, the Music Users' Council of Europe, MUCE,
sought leave to intervene in support of the form of order sought by the applicants. By an application lodged
at the Registry on 3 June 1996, the Associazione Italiana Imprenditori Locali da Ballo, SILB, also sought
leave to intervene in support of the form of order sought by the applicants. By orders of 9 October 1996 the
President of the Second Chamber (Extended Composition) granted the leave sought.

28 By judgment of 24 October 1996, the Court dismissed as unfounded the appeal by Messrs Tremblay and
Kestenberg and by SELL against the judgment given at first instance in Tremblay I (Case C-91/95 P
Tremblay and Others v Commission [1996] ECR I-5547).

29 On 6 November 1996, the plenary Court of First Instance decided, in accordance with Articles 14 and 51
of the Rules of Procedure, to refer the case, which had originally been assigned to the Second Chamber
(Extended Composition), to the Second Chamber.

30 Since the interveners, MUCE and SILB, did not lodge statements in intervention within the period allowed,
the written procedure was closed on 21 November 1996.

31 Upon hearing the report of the Judge Rapporteur, the Court of First Instance (Second Chamber) decided to
open the oral procedure without any preparatory inquiry. The parties presented oral argument and answered
questions put to them orally by the Court at the public hearing on 29 May 1997.

Forms of order sought by the parties

32 The applicants claim that the Court should:

- annul the Commission decision of 13 October 1995 in so far as it rejects the complaint;

- consequently, order the Commission to carry out the investigations necessary in order to establish proof of
the agreement;

- order the Commission to pay the costs of the proceedings.

33 The Commission contends that the Court should:

- dismiss the action as unfounded in all its pleas;

- order the applicants to pay the costs.

34 The French Republic submits that the Court should:

- dismiss the action brought by Messrs Tremblay and Kestenberg, and by SELL.

The claim for a direction to be issued to the Commission

35 The applicants request the Court to order the Commission to carry out the investigations necessary to
establish proof of the alleged agreement.

36 The Court recalls that, according to settled case-law, it is not for the Community judicature to issue
directions to the institutions when exercising its power to review the legality of their acts. According to
Article 176 of the Treaty, it is for the institution whose act has been declared void to take the necessary
measures to comply with a judgment given in annulment proceedings (see the judgment of the Court in Case
53/85 AKZO Chemie v Commission [1986] ECR 1965, paragraph 23, and the judgment in Case T-109/94
Windpark Groothusen v Commission [1995] ECR II-3007, paragraph 61).

37 It follows that the form of order sought by the applicants, namely for a direction to be issued
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to the Commission, must be rejected as inadmissible.

The claim for annulment

38 The applicants rely on three pleas in support of their action: infringement of Article 176 of the Treaty;
inadequacy of the statement of reasons on which the contested decision is based: infringement of the Treaty
and misuse of powers.

39 The Court considers it appropriate to start by examining the second plea of inadequacy of the statement of
reasons before going on to examine the first and third pleas.

Inadequacy of the statement of reasons on which the contested decision was based

Arguments of the parties

40 The applicants maintain, first of all, that the statement of reasons underpinning the decision is inadequate
since it was not based on an investigation which the Commission ought to have carried out. In the contested
decision, the Commission merely attempted to provide a general legal justification of the behaviour of the
copyright-management societies based on a distinction between parallel behaviour and an agreement and for an
appraisal of any concertation left this to the national courts. The applicants allege that the Commission has
used the fact that no evidence of a concerted practice was provided as an excuse, thus putting the burden on
the complainants to collect that evidence, whereas it has more effective means at its disposal for that purpose
and has the duty to examine complaints with care, seriousness and promptness.

41 The applicants also consider that the statement of reasons on which the decision is based is inadequate in
that the Commission's analysis is limited to an appraisal of the clauses in the reciprocal representation
contracts relating to exclusivity for copyright-management societies in regard to access to foreign repertoires.

42 Finally, as regards the rejection of the complaint of an agreement to maintain royalties at a high level, the
applicants criticize the Commission for reproducing in identical terms in its decision the grounds already set
out at point 12 of its initial decision of 12 November 1992, in spite of the pro tanto annulment of that
decision in Tremblay I. The statement of reasons is all the more inadequate since it is not accompanied by
any comparative study of the rates charged by the various copyright-management societies. As to the
Commission's argument that their challenge to this part of the contested decision is inadmissible on the ground
that the judgment in Tremblay I annulled the initial Commission decision only on the ground that the
statement of reasons concerning rejection of the allegation of a partitioning of the market was inadequate, the
applicants reply that the judgment at issue related to the entire concerted practice complained of, there being
no reason to distinguish between this particular complaint and that concerning the existence of an agreement
on royalties.

43 The Commission contends, first, that the applicants' plea is inadmissible in relation to the part of the
decision concerning rejection of the complaint alleging an agreement between copyright-management societies
on the matter of royalties. In the Commission's view, the Court of First instance annulled its initial decision
only in regard to its decision to reject the complaint of a market-sharing and partitioning agreement, where it
was the only allegation made in the original complaint, the allegation of a second agreement on prices being
mentioned for the first time only in the complainants' observations on the Article 6 letter of 20 January 1992.
The Commission infers therefrom that it was not required to answer that allegation and that, in the absence of
a complaint, there was no decision on this point.

44 In regard, secondly, to the rejection of the allegation of market partitioning, the Commission observes that,
in the contested decision, it rejected the complaint on its merits, taking the view
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that the alleged agreement was not proven, and not, as maintained by the applicants, on the ground that
appraisal of the concerted practice was a matter for the national courts. Referring to all the matters set out in
its Article 6 letter as well as in its decision, the Commission maintains that the decision contains a legally
adequate statement of reasons and that, in the absence of solid evidence of an agreement, it was not under
any obligation to carry out investigations. The Commission points out that the applicants had not adduced
any fresh evidence in that regard, in particular in their observations of 24 July 1995 in reply to the Article 6
letter, and that its own conclusions were also corroborated by those of the French Competition Council.

45 In response to the applicants' argument that in the contested decision the Commission confined its appraisal
to those clauses in the reciprocal representation contracts which concerned exclusivity, the Commission replies
that, on the contrary, it analysed the functioning of the reciprocal representation system in its entirety.

46 The French Republic submits, first, that it is inadmissible for the applicants to challenge that part of the
contested decision rejecting the allegation of an agreement between the copyright-management societies on
royalties. Since the Court of First Instance did not annul the initial Commission decision on this point, the
Commission's reply to the complainants was supererogatory; the complainants again made this charge in their
observations on the Article 6 letter and for the sole purpose of having the Commission confirm to them the
reasons why that charge had not been upheld. In any event, the applicants are not challenging the
Commission's substantive appraisal but are merely arguing, wrongly, that no comparative study was made of
royalty fees charged by copyright-management societies.

47 As regards, secondly, the rejection of the charge of market partitioning, the French Republic considers that
the Commission provided a good statement of reasons for its decision. The Article 6 letter and the definitive
decision to reject the complaints are sufficiently detailed and based on clear case-law of the Court. The
conclusion reached by the Commission was also reached by the French Competition Council and by the Court
of Cassation in its judgment of 14 May 1991. Under those circumstances, and given that there is no prima
facie or solid evidence to contradict the position taken by the Commission, the French Republic considers that
the Commission was under no obligation to undertake additional investigations.

Findings of the Court

48 By this plea the applicants claim that the statement of reasons on which the contested decision is based is
inadequate as regards the rejection of the charge that the reciprocal representation contracts concluded amongst
the copyright-management societies led to market partitioning and as regards the rejection of the charge that
there was an agreement between those societies to maintain royalty rates at a high level. Since the
admissibility of this plea is contested by both the Commission and the French Republic to the extent to which
it is directed against the part of the decision rejecting the latter charge, it is necessary to examine, first,
whether it is admissible for the applicants to challenge the contested decision on this point.

49 On this point the Court observes first of all that, according to settled case-law, no action lies against
decisions which merely confirm earlier decisions (judgments in Joined Cases 166/86 and 220/86 Irish Cement
v Commission [1988] ECR 6473, paragraph 16, and Case C-480/93 P Zunis Holding and Others v
Commission [1996] ECR I-1, paragraph 14). A decision which merely confirms an earlier decision does not
afford the persons concerned the opportunity of reopening argument on the legality of the decision confirmed
(judgment in Joined Cases 42/59 and 49/59 SNUPAT v High Authority [1961] ECR 53).

50 In the present case, the Commission had already rejected the complaints at issue in a decision
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of 12 November 1992 (see paragraph 9 above). In Tremblay I, the Court of First Instance, ruling on the
question whether the Commission had provided an adequate statement of reasons for that decision in so far as
it rejected the allegation of a concerted practice between the copyright-management societies of the various
Member States, contrary to Article 85(1) of the Treaty, considered that `paragraphs 12 and 13 of the contested
decision [contained] the reasons for the rejection of two allegations made by the applicants in their
observations on the Article 6 letter [which] concerned the existence of a restrictive agreement concluded
between, on the one hand, the national copyright-management societies represented within GESAC with a
view to standardizing their royalties at the highest possible rate and, on the other, SACEM and certain French
syndicates of discothèque operators' (paragraph 39 of the judgment).

51 On the other hand, finding that the statement of reasons for the contested decision did not explain why
their complaints had been rejected in so far as they concerned a partitioning of the market as a result of the
reciprocal representation contracts concluded between the copyright-management societies in the various
Member States, the Court held that `on that point, the Commission [had] not complie[d] with its obligation
under Article 190 of the Treaty to state the reasons for its decision' (paragraph 40). Consequently, the Court
annulled the decision only to the extent to which it rejected the applicants' allegation of market partitioning
resulting from the existence of an alleged restrictive agreement between SACEM and the
copyright-management societies having the effect of denying French discothèques direct access to the
repertoire of those societies (paragraph 49 of the judgment). The rest of the application was dismissed.

52 Following partial annulment, by the Court of First Instance, of the decision of 12 November 1992, the
complainants, in their observations of 24 July 1995 on the Commission's Article 6 letter of 23 June 1995, not
only challenged the Commission's intention to reject the complaint of market partitioning through reciprocal
representation contracts but also reiterated their allegation that there was a second agreement between the
copyright-management societies `intended to maintain the price of music at a high level.' In the contested
decision the Commission contended that it was under no obligation to answer that fresh charge made by the
complainants and then went on to refer expressly to the grounds set out at paragraph 12 of its decision of 12
November 1992, stating that, in any event, it regarded them as still valid. The Court finds, on this point, as
the applicants also accept, that the contested decision reproduces in identical terms the reasons already
contained in the previous decision.

53 In view of those circumstances and since in Tremblay I the Court of First Instance annulled the
Commission's initial decision for inadequacy of its statement of reasons only in so far as solely the allegation
of market partitioning through reciprocal representation contracts had been rejected but considered that the
decision did explain the reasons for rejection of the allegation of an agreement on royalty rates, the
Commission was not obliged to reexamine, in its new decision, the reasons for which it had considered that
the latter allegation could not be upheld. Whilst Article 176 of the Treaty requires the Commission to ensure
that a decision intended to replace an annulled decision is not vitiated by the same irregularities as those
identified in the judgment annulling the decision (judgment in Case T-106/92 Frederiksen v Parliament [1995]
ECR-SC II-99, paragraph 32), the Commission cannot be required to take a fresh position on aspects of its
decision which were not called in question by that judgment.

54 Under those circumstances, as the French Republic rightly points out, the Commission's reply in its letter
of 13 October 1995, in so far as it concerned rejection of the allegation of an agreement between
copyright-management societies on royalties rates, constitutes a decision merely confirming its earlier decision
of 12 November 1992. In that letter, it merely refers the complainant to, and unambiguously maintains, the
reasons already contained in its first decision whose legality had not been called in question on this point by
the judgment in Tremblay I.
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55 That assessment is also corroborated by the fact that the circumstances and conditions in which the
Commission rejected the allegation of an agreement on royalty rates are identical to those which prevailed
upon the adoption of the decision of 12 November 1992. In fact, the only evidence relied on by the
complainants, in their letter sent on 24 July 1995 to the Commission, in support of this allegation consisted of
excerpted statements by the President of SACEM and GESAC at a conference on copyright, held on 16 and
17 March 1992, attended also by an official of the Commission assigned to the Directorate-General for
Industry (DG III). However, as the applicants acknowledged at the hearing in response to a question put by
the Court, the Commission was already aware of those statements, which are mentioned at paragraph 92 of the
judgment in Tremblay I, when it adopted its decision of 12 November 1992, so that this was not in any event
a new fact in relation to those already known to the Commission when it adopted its initial decision (see, in
that regard, the judgment in Case C-480/93 P Zunis Holding and Others v Commission, cited above,
paragraph 12).

56 Since no action lies against a decision merely confirming an earlier decision, it follows that it is
inadmissible for the applicants to challenge in this action the part of the contested decision rejecting the
allegation of an agreement between copyright-management societies on royalty rates and to claim an
infringement of Article 190 of the Treaty in this regard.

57 As regards, secondly, the statement of reasons for the contested decision in so far as it rejects the
allegation of a market partitioning, the Court recalls that, according to settled case-law, a statement of reasons
must set out clearly and unequivocally the reasoning of the Community authority responsible for the contested
decision so as to enable the applicant to ascertain the matters justifying the measure adopted so that he can
defend his rights and so as to enable the Community judicature to exercise its power of review (judgments in
Case C-360/92 P Publishers Association v Commission [1995] ECR I-23, paragraph 39, Case T-7/92 Asia
Motor France and Others v Commission [1993] ECR II-669, paragraph 30 and Case T-575/93 Koelman v
Commission [1996] ECR II-1, paragraph 83). The Commission is not obliged to adopt a position, in stating
the reasons for the decisions which it is required to take in order to apply the competition rules, on all the
arguments relied on by the parties concerned in support of their request. It is sufficient if it sets out the facts
and legal considerations having decisive importance in the context of the decision (see, inter alia, the
judgment in Case T-7/92 Asia Motor France and Others v Commission, cited above, paragraph 31).

58 In the present case, the Court considers that the applicants are misrepresenting the contested decision in
maintaining, inter alia, that the Commission confined its analysis to the exclusivity clauses in the reciprocal
representation contracts concluded between the copyright-management societies of the various Member States.

59 In fact, the Commission, particularly in its Article 6 letter to which the contested decision expressly refers,
set out in extenso the replies given by the Court of Justice in its Tournier and Lucazeau judgments as to the
assessment, in the light of Article 85(1) of the Treaty, of the reciprocal representation contracts concluded
between the copyright-management societies. As the Commission explained in that letter (see paragraph 16
above), the appraisal of the Court of Justice took account of the fact that the exclusivity clauses in the
reciprocal representation contracts had been deleted without any alteration in the behaviour of the
copyright-management societies, which refused to allow direct access to their repertoire by foreign users and
entrusted their repertoire only to a society established in the territory in question.

60 The Commission then went on to point out that, in this kind of context, according to the case-law of the
Court of Justice cited above, mere parallel behaviour of the copyright-management societies mentioned by the
complainants could not warrant the presumption, in the absence of evidence pointing in that direction, of an
agreement or concerted practice between those societies, where there was
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a plausible explanation for that behaviour, namely the fact that, under the copyright-management scheme in
force, it would not be in the interests of those societies to grant to users situated in other States direct access
to their repertoire owing to the management and supervision costs which such access would entail.

61 Noting, finally, in its decision that the complainants had not raised in their observations of 24 July 1995
any new matters of fact or of law such as to alter the considerations set out in its Article 6 letter, the
Commission accordingly concluded that the practices of the copyright-management societies referred to by the
complainants did not entail the existence between them of an agreement or concerted practice contrary to
Article 85(1) of the Treaty. Contrary, moreover, to the assertions of the applicants, the Commission did not
therefore refer the matter to the national courts for examination, but concluded that there was no agreement
contrary to Article 85(1) of the Treaty, in the absence of any evidence to that effect.

62 In attempting to demonstrate that the statement of reasons for the contested decision is inadequate, the
applicants also seek to show that the Commission's investigation was inadequate. In particular, the applicants
criticize it for not availing itself of the means it had to investigate for itself the behaviour complained of, and
declining to do so on the sole ground that the complainants had not provided it with any proof or solid
evidence of the existence of an agreement.

63 The Court finds, nevertheless, that the lack of probative value of the information provided by the
complainants to the Commission is not disputed by the applicants, who in this connection do not plead any
error of law or error of appraisal and who, moreover, acknowledged at the hearing that the information
provided was `neither sufficient [nor] decisive'. Not having received any proof or sufficient hard evidence
from the complainants for demonstrating the existence of an agreement contrary to Article 85(1) of the Treaty,
the Commission cannot be criticized for not examining the complaint properly solely because it did not order
additional measures of inquiry. The Court recalls in that connection that, according to settled case-law, the
Commission's obligation, when a matter is brought before it under Article 3 of Regulation No 17, is not to
conduct an investigation but to examine closely the matters of fact and of law brought to its attention by the
complainant in order to ascertain whether there is any conduct liable to distort competition within the
common market and to affect trade between Member States (judgments in Case C-19/93 P Rendo and Others
v Commission [1995] ECR I-3319, paragraph 27, and Case T-24/90 Automec v Commission [1992] ECR
II-2223, paragraph 79).

64 In view of all those circumstances, the Court considers that the Commission satisfied its obligation to
indicate clearly, in rejecting a complaint, the reasons why close examination of the matters of fact and of law
brought to its notice by the complainants did not lead it to initiate proceedings for infringement of Article 85
of the Treaty (see the order of the Court of Justice of 16 September 1997 in Case C-59/96 P Koelman v
Commission [1997] ECR I-0000, paragraph 42, and the judgment given at first instance in Koelman v
Commission, cited above, paragraph 40).

65 It follows from all the foregoing that the plea alleging inadequacy of the statement of reasons for the
contested decision must be rejected.

Plea of infringement of Article 176 of the Treaty

Summary of the parties' arguments

66 The applicants maintain that, by adopting the contested decision, the Commission infringed its obligations
under Article 176 of the Treaty.

67 According to them, in adopting the contested decision the Commission failed to heed the judgment in
Tremblay I in that, following that judgment, the Commission did not undertake an inquiry, as
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the Court of First Instance requested it to do. In their view, the Court of First Instance condemned both the
inadequacy of the inquiry preceding the adoption of the decision and the inadequacy of the statement of
reasons on which it was based. The applicants accordingly conclude that, in order to comply with the Court
of First Instance's direction to take action, even if it was only implicit, it was for the Commission to use the
means available to it to undertake investigations.

68 Secondly, the applicants criticize the Commission for adopting the contested decision without awaiting the
judgment of the Court of Justice on the appeal in Tremblay I, when the appeal proceedings and the
proceedings in this case are interdependent.

69 The Commission replies that the argument that it did not heed the judgment in Tremblay I, in not
undertaking the active investigations it entailed, is based on false premisses since the Court of First Instance
annulled the part of the contested decision concerning the complaint of market partitioning for breach of
Article 190 of the Treaty, and not on the ground of an error of law. It considers that the contested decision,
which reached the same conclusion as that adopted by it on 12 November 1992, but this time satisfying the
reasoning requirements of Article 190 of the Treaty, is unimpeachable.

70 In response to the applicants' argument that it ought to have awaited the judgment of the Court of Justice
on the appeal against Tremblay I the Commission points out that the proceedings before the Court of Justice
and the present proceedings have a distinct subject-matter, inasmuch as the appeal brought by the applicants
seeks only partial annulment of the judgment in Tremblay I, and then only in so far as it did not annul the
part of the decision rejecting allegations other than that of the existence of an agreement. It therefore
considers that it was obliged to resume examination of the part of the complaint relating to Article 85 of the
Treaty without awaiting the judgment of the Court of Justice.

71 The French Republic, intervening, contends that the judgment in Tremblay I had become definitive in so
far as it annulled the Commission's initial decision, in the absence of any appeal against that part of the
judgment, and that the Commission was therefore obliged, under Article 176 of the Treaty, to reply to the
complaint on this point. It also considers that, even if an appeal had been brought against the whole of the
judgment in Tremblay I, the Commission would have been entitled to adopt a fresh decision if it considered
that it had in its possession sufficient information to do so, since an appeal does not have suspensory effect,
except in specific situations not relevant to the present case.

Findings of the Court

72 When the Court of First Instance annuls an act of an institution, it is required, under Article 176, to take
the measures necessary to comply with the Court's judgment. In that connection, both Community courts have
held that, in order to comply with their judgments and to implement them fully, the institution is required to
observe not only the operative part of the judgment but also the grounds which led to the judgment and
constitute its essential basis, inasmuch as they are necessary to determine the exact meaning of what is stated
in the operative part. It is those grounds which, on the one hand, identify the precise provision held to be
illegal and, on the other, indicate the specific reasons which underlie the finding of illegality contained in the
operative part and which the institution concerned must take into account when replacing the annulled measure
(judgments in Joined Cases 97/86, 99/86, 193/86 and 215/86 Asteris v Commission [1988] ECR 2181,
paragraph 27, and in Frederiksen v Parliament, cited above, paragraph 31).

73 In the present case, the applicants contend, first of all, that the Commission disregarded the judgment in
Tremblay I, which, in their view, required it to conduct an inquiry. However, it follows from the operative
part and grounds of that judgment that the Court of First Instance
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partially annulled the earlier Commission decision of 12 November 1992 for breach of Article 190 of the
Treaty on the ground that it did not apprise the applicants of the reasons justifying rejection of their
complaints in so far as these concerned market partitioning. That conclusion did not therefore imply that the
Court of First Instance was requesting the Commission to conduct investigations or, a fortiori, that it was
giving it some kind of direction to take action in that regard, which is something which it does not have
power to do in the context of its review of legality (see paragraph 36 above). Moreover, since in this
judgment (see paragraph 64 above) the Court has found that the Commission has now satisfied its obligation
under Article 190 of the Treaty to state reasons for its decision in regard to the allegation of market
partitioning, the argument that the judgment in Tremblay I has been disregarded and that Article 176 of the
Treaty has therefore been infringed cannot avail the applicant.

74 As to the argument that the Commission ought to have waited for the Court of Justice to give judgment on
the applicants' appeal against the judgment in Tremblay I before adopting the contested decision, the Court
considers that argument to be without relevance in the present case. That appeal sought only the partial setting
aside of the judgment in Tremblay I in so far as it dismissed the action brought against that part of the
Commission's initial decision which concerned the allegations of an infringement of Article 86 of the Treaty
(see paragraph 12 above and the judgment of the Court of Justice in Case C-91/95 P Tremblay and Others v
Commission, cited above). This Court notes, on the other hand, that no appeal has been brought against the
judgment in Tremblay I for annulling the part of the Commission decision concerning its rejection of the
allegation of market partitioning through an alleged agreement between copyright-management societies in
breach of Article 85 of the Treaty. Since the judgment of this Court has thus become definitive on the latter
point, it follows that the Commission did not have to wait for the Court of Justice to give its judgment in
order to adopt a fresh decision on that issue.

75 It follows that this plea must be rejected.

The third plea: infringement of the Treaty and misuse of powers Arguments of the parties

76 The applicants consider that the Commission's conduct constitutes an infringement of the Treaty and a
misuse of powers. In their view, by deliberately refraining, despite their requests, from investigating the case
or at any rate by confining itself to `passive' investigations, the Commission kept the alleged restrictive
agreement alive and thereby pursued objectives other than those for which the powers provided for in the
Treaty were conferred on it (judgments in Joined Cases 3/64 and 4/64 Chambre Syndicale de la Sidérurgie
Française and Others v High Authority [1965] ECR 567, Case 135/87 Vlachou v Court of Auditors [1988]
ECR 2901 and Case C-107/90 P Hochbaum v Commission [1992] ECR I-157). In support of that plea, the
applicants refer to extracts from statements made by the President of SACEM and GESAC at a conference on
copyright held in Madrid on 16 and 17 March 1992.

77 The Commission emphasizes that an allegation of misuse of powers can be taken into consideration only if
the contested decision appears, on the basis of objective, relevant and consistent factors, to have been taken
with the exclusive or main purpose of achieving an end other than that stated or evading a procedure
specifically prescribed by the Treaty for dealing with the circumstances of the case (judgment in Joined Cases
C-133/93, C-300/93 and C-362/93 Crispoltoni and Others [1994] ECR I-4863). Besides, the fact that the
contested decision did not accept the arguments put forward by the complainants during the procedure cannot
in itself constitute a misuse of powers (judgment in Case C-69/89 Nakajima v Council [1991] ECR I-2069).
In the present case, the Commission considers that the applicants have provided no information to substantiate
their assertion that no investigations or only passive investigations were carried out with the objective of
protecting a restrictive agreement on prices for the benefit of SACEM.
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78 The French Republic submits no specific observations.

Findings of the Court

79 With regard first of all to the allegation that the Commission infringed the Treaty, the first paragraph of
Article 19 of the Protocol on the EC Statute of the Court of Justice, which applies to the Court of First
Instance pursuant to the first paragraph of Article 46 of that Statute, and Article 44(1) of the Rules of
Procedure of the Court of First Instance provide that an application originating proceedings must contain a
summary of the pleas in law on which it is based. That statement must be sufficiently clear and specific in
order to enable the defendant to prepare its defence and the Court of First Instance to adjudicate on the
action, if appropriate without any other information in support. The application must therefore specify the
nature of the grounds on which it is based, so that a mere abstract statement of grounds does not satisfy the
requirements of the Statute or of the Rules of Procedure (judgment in Case T-102/92 Viho v Commission
[1995] ECR II-17, paragraph 68).

80 In the present case, the applicants claim that the Commission has infringed the Treaty without making any
specific reference to the provisions which they consider to have been infringed. In their application, they state
generally that `an inadequate statement of reasons, which can often serve to cover up a Treaty infringement,
as in this case, may stem from [...] inadequate handling of a case', and, `akin to a breach of the Treaty, the
Commission's conduct also constitutes a misuse of powers.'

81 The Court considers that those allegations, as formulated by the applicants, do not enable it to determine
sufficiently precisely the nature and subject-matter of the charge made against the Commission nor, a fortiori,
to identify the Treaty provisions which the Commission is alleged to have disregarded. Furthermore, the
applicants' arguments have not enabled the Commission to submit specific observations on an alleged
infringement of the Treaty and effectively to defend itself on this issue.

82 Under those conditions, the allegation of a Treaty infringement by the Commission must be rejected as
inadmissible.

83 As regards the allegation of a misuse of powers, the Court notes that, in support of their allegation, the
applicants cite excerpts from the report of a conference on copyright held in Madrid on 16 and 17 March
1992 (see paragraph 55 above). In its judgment in Tremblay I, cited above, the Court has already held that it
was unable to find in those extracts the evidence required to justify an inference that there was any misuse of
powers (see paragraph 92 of the judgment). It follows that this plea must be rejected.

84 It follows from all the foregoing considerations that the action must be dismissed in its entirety.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)1995. Roger Tremblay and François

Lucazeau and Harry Kestenberg v Commission of the European Communities. Competition - Copyright
- Regulation No 17 - Rejection of a complaint - Obligations regarding the investigation of complaints -

Community interest. Case T-5/93.

++++

1. Acts of the institutions ° Statement of reasons ° Obligation ° Scope ° Decision implementing competition
rules

(EC Treaty, Art. 190; Council Regulation No 17, Art. 3)

2. Acts of the institutions ° Statement of reasons ° Contradictory ° Effect

(EC Treaty, Art. 190)

3. Competition ° Administrative procedure ° Examination of complaints ° Commission' s obligation to adopt a
decision as to the existence of an infringement ° None

(EC Treaty, Arts 85 and 86)

4. Competition ° Administrative procedure ° Examination of complaints ° Consideration of the Community
interest in investigating a case ° Criteria for assessment of that interest

(EC Treaty, Arts 85 and 86)

1. The statement of reasons on which a decision adversely affecting a person is based must, first, be such as
to enable the person concerned to ascertain the matters justifying the measure adopted so that, if necessary, he
can defend his rights and verify whether the decision is well founded and, secondly, enable the Community
judicature to exercise its power of review as to the legality of the decision. However, the Commission is not
obliged, in stating the reasons for the decisions which it takes to ensure the application of the competition
rules, to adopt a position on all the arguments relied on by the persons concerned in support of their
application for a finding of an infringement of those rules; it need only set out the facts and legal
considerations which are of decisive importance in the context of the decision.

A statement of the reasons for a Commission decision rejecting a complaint comprising three allegations,
which deals with two of those allegations but does not disclose why the complaint was rejected in respect of
the third allegation, does not meet the requirements of Article 190 of the Treaty.

2. A contradiction in the statement of the reasons on which a decision is based constitutes a breach of the
obligation laid down in Article 190 of the Treaty such as to affect the validity of the measure in question if it
is established that, as a result of that contradiction, the addressee of the measure is not in a position to
ascertain, wholly or in part, the real reasons for the decision and, as a result, the operative part of the decision
is, wholly or in part, devoid of any legal justification.

3. Articles 85(1) and 86 of the Treaty produce direct effects in relations between individuals and create direct
rights for individuals which the national courts must safeguard. In view of that division of powers between the
Commission and the national courts and of the resulting protection available to individuals before the national
courts, it must be concluded that Article 3 of Regulation No 17 does not confer upon a person who lodges an
application under that article the right to obtain from the Commission a decision, within the meaning of
Article 189 of the EC Treaty, regarding the existence or otherwise of an infringement of the abovementioned
provisions of the Treaty, even if the Commission has become persuaded that such an infringement has
occurred. The position would
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be different only if the complaint fell within the exclusive purview of the Commission, as in the case of the
withdrawal of an exemption granted under Article 85(3) of the Treaty.

4. The Commission is entitled to reject a complaint where it finds, either before commencing an investigation
or after taking investigative measures, that the case does not display sufficient Community interest to justify
further investigation of it. In order to assess that interest, the Commission must take account of the
circumstances of the case and in particular the matters of fact and law to which its attention is drawn. It must,
in particular, balance the significance of the alleged infringement as regards the functioning of the Common
Market, the probability of its being able to establish the existence of the infringement and the extent of the
investigative measures required for it to perform, under the best possible conditions, its task of making sure
that Articles 85 and 86 of the Treaty are complied with. The fact that a national court or national competition
authority is already dealing with a case concerning the compatibility of an agreement or practice with Article
85 or 86 of the Treaty is a factor which the Commission may take into account in evaluating the extent to
which a case displays a Community interest.

In particular, where the effects of the infringements alleged in a complaint are essentially confined to the
territory of one Member State and where proceedings in respect of those infringements have been brought
before the courts and competent administrative authorities of that Member State by the complainant, the
Commission is entitled to reject the complaint through lack of a Community interest, provided however that
the rights of the complainant can be adequately safeguarded by the national courts ° which presupposes that
the latter are in a position to gather the factual information necessary in order to determine whether the
practices at issue constitute an infringement of the abovementioned provisions of the Treaty.

In Case T-5/93,

Roger Tremblay, of Vernantes (France),

François Lucazeau, of La Rochelle (France),

Harry Kestenberg, of Saint-André-les-Vergers (France), represented by Jean-Claude Fourgoux, of the Paris and
Brussels Bars, with an address for service in Luxembourg at the Chambers of Pierrot Schiltz, 4 Rue Béatrix
de Bourbon,

applicants,

supported by

Syndicat des Exploitants de Lieux de Loisirs (SELL), an association governed by the French Code du Travail,
whose head office is in Paris, represented by Jean-Claude Fourgoux, of the Paris and Brussels Bars, with an
address for service in Luxembourg at the Chambers of Pierrot Schiltz, 4 Rue Béatrix de Bourbon,

intervener,

v

Commission of the European Communities, represented by Julian Currall, of its Legal service, and by Géraud
de Bergues, a national civil servant seconded to the Commission, acting as Agents, with an address for service
in Luxembourg at the office of Georgios Kremlis, also of the Commission' s Legal Service, Wagner Centre,
Kirchberg,

defendant,

APPLICATION for the annulment of the Commission Decision of 12 November 1992 rejecting the
applications made by the applicants under Article 3(2) of Council Regulation No 17 of 6 February
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1962, First Regulation implementing Articles 85 and 86 of the Treaty (OJ, English Special Edition 1959-62, p.
87), concerning the conduct of the Société des Auteurs, Compositeurs et Editeurs de Musique,

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: J.L. Cruz Vilaça, President of the Chamber, C.P. Briet, A. Kalogeropoulos, D.P.M. Barrington
and A. Saggio, Judges,

Registrar: H. Jung,

having regard to the written procedure and further to the hearing on 18 May 1994,

gives the following

Judgment

Costs

94 Under Article 87(3) of the Rules of Procedure, the Court of First Instance may order that the costs be
shared or that each party bear its own costs if each party succeeds on some and fails on other heads. Since
the applicant and the Commission have succeeded or failed on one or more heads, the Commission should be
ordered to bear its own costs and to pay one half of the applicants' costs. The intervener should be ordered to
bear its own costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the Commission decision of 12 November 1992 in so far as it rejects the applicants' allegation that
the market has been partitioned as a result of an alleged agreement between Société des Auteurs,
Compositeurs et Editeurs de Musique and the copyright-management societies in the other Member States;

2. Dismisses the remainder of the application;

3. Orders the Commission to bear its own costs and to pay one half of the applicant' s costs, the applicants to
bear the other half of their costs; the intervener shall bear its own costs.

Cruz VilaçaBrietKalogeropoulos

BarringtonSaggio

1 Between 1979 and 1988 the Commission received numerous applications under Article 3(2) of Council
Regulation No 17 of 6 February 1962, First Regulation implementing Articles 85 and 86 of the Treaty (OJ,
English Special Edition 1959-62, p. 87, hereinafter "Regulation No 17"), for a finding that Société des
Auteurs, Compositeurs et Editeurs de Musique (hereinafter "SACEM"), the society which manages copyright
in musical works in France, had infringed Articles 85 and 86 of the EEC Treaty. The applications emanated
from groups of discothèque operators and individual operators, including the three applicants in the present
case.

2 The parties agree that the complaints lodged by the applicants contain, essentially, the following allegations:

° the societies which manage copyright in the various Member States share the market amongst themselves
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by concluding reciprocal representation contracts under which copyright societies are prohibited from dealing
directly with users established on the territory of another Member State;

° the royalty of 8.25% of turnover charged by SACEM is excessive by comparison with the rates of royalty
paid by discothèques in the other Member States; that rate, which the applicants claim is abusive and
discriminatory, is not used to pay the management societies represented, in particular foreign societies, but
accrues exclusively to SACEM, which passes on derisory sums to those whom it represents;

° SACEM refuses to allow use of its foreign repertoire alone, every user being required to acquire its entire
repertoire, both French and foreign.

3 In response to the complaints received by it, the Commission undertook investigations, requesting
information under Article 11 of Regulation No 17.

4 The investigation was suspended following requests for preliminary rulings submitted to the Court of Justice,
between December 1987 and August 1988, by the Appeal Courts of Aix-en-Provence and Poitiers and the
Tribunal de Grande Instance, Poitiers, in which the issues raised included criticism, in relation to Articles 85
and 86 of the Treaty, of the level of the royalties charged by SACEM, the conclusion of reciprocal
representation agreements between national copyright-management societies and the fact that SACEM' s
reciprocal representation contracts were all-embracing, covering the entire repertoire. In its judgments of 13
July 1989 in Case 395/87 Ministère Public v Tournier [1989] ECR 2521 and Joined Cases 110/88, 241/88 and
242/88 Lucazeau and Others v SACEM and Others [1989] ECR 2811, the Court held, inter alia, that "Article
85 of the EEC Treaty must be interpreted as prohibiting any concerted practice by national
copyright-management societies of the Member States having as its object or effect the refusal by each society
to grant direct access to its repertoire to users established in another Member State" and that "Article 86 of
the Treaty must be interpreted as meaning that a national copyright-management society holding a dominant
position in a substantial part of the common market imposes unfair trading conditions where the royalties
which it charges to discothèques are appreciably higher than those charged in other Member States, the rates
being compared on a consistent basis. That would not be the case if the copyright-management society in
question were able to justify such a difference by reference to objective and relevant dissimilarities between
copyright management in the Member State concerned and copyright management in the other Member
States."

5 Following those judgments, the Commission resumed its investigations, more particularly with regard to the
differences in the levels of royalties charged by the various copyright-management societies in the Community.
With a view to establishing a consistent basis of comparison, it devised five notional standard categories of
discothèque. It then sent requests for information under Article 11 of Regulation No 17 to the
copyright-management societies in the various Member States regarding the royalties that would be payable by
those different types of discothèque on the basis of the tariffs applied by them before and after the
abovementioned judgments of the Court of Justice.

6 The results of the Commission' s investigation were set out in a report dated 7 November 1991. It refers
first to the replies given by the Court in its judgments in Tournier and Lucazeau and draws attention to the
difficulties of comparing the royalties charged in the different Member States on the basis of standard
categories of discothèques. The report goes on to say that, prior to 1 January 1990, SACEM' s tariffs differed
considerably from those charged by the other copyright-management societies, with the exception of the Italian
society. The report then expresses doubts regarding the two explanations given by SACEM to justify the
difference, namely, first, the fact that there was a tradition in France of paying very high copyright fees and,
secondly, that a very strict approach was taken in verifying which works were performed in order to
determine to whom the royalties should be paid. The report also indicates that, after 1 January 1990, the
royalties charged in
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France and Italy continued to be appreciably higher than those charged in the other Member States. Finally,
the report considers whether SACEM accords to French discothèques different treatment which may fall within
the scope of Article 86 of the Treaty.

7 On 18 December 1991 the applicants formally requested the Commission under Article 175 of the EEC
Treaty to define its position concerning their complaints.

8 On 20 January 1992 the Commission sent a communication to Bureau Européen des Médias de l' Industrie
Musicale (hereinafter "BEMIM") pursuant to Article 6 of Commission Regulation No 99/63/EEC of 25 July
1963 on the hearings provided for in Article 19(1) and (2) of Council Regulation No 17 (OJ, English Special
Edition 1963-4, p. 47, hereinafter "Regulation No 99/63"). The Commission considers that the applicants in
the present case had notice of that letter, either as members of BEMIM or through their lawyer, who also
acted for BEMIM, so that it was unnecessary to send them individual communications.

9 The Commission states inter alia, in the part of its letter of 20 January 1992 entitled "Legal Assessment",
that "at the present stage, the investigation provides no basis for concluding that the conditions for the
application of Article 86 are fulfilled with regard to the level of the tariffs at present applied by SACEM".
The part of the letter of 20 January 1992 entitled "Conclusions" reads as follows:

"In conclusion, pursuant to Article 6 of Commission Regulation No 17 No 99/63, I have the honour hereby
to inform you that, having regard to the principles of subsidiarity and decentralization and in view of the
fact that, because the practices criticized in your complaint are essentially national, there is no Community
interest involved and the fact that the matter is at present before a number of French courts, the
Commission does not consider that the information contained in your complaint is such as to enable it to
respond favourably thereto.

The Commission will forward to the French judicial and administrative authorities which have asked it to do
so a copy of the report prepared by its staff comparing the rates of royalties charged in the Community and
considering the question of discrimination between different users within the French market."

10 On 20 March 1992, counsel for the the applicants submitted observations in response to the communication
of 20 January 1992, in which he asked the Commission to pursue the investigation and to send a statement of
objections to SACEM.

11 The applicants were notified by letter of 12 November 1992 from the Member of the Commission
responsible for competition that their complaints had been definitively rejected.

12 Paragraphs 1 to 3 of the letter refer to the previous correspondence between the Commission and the
complainants and paragraph 4 indicates that the letter contains the Commission' s final decision. Paragraph 5
indicates that the Commission does not intend acting further on the complaints, for the reasons already set out
in its letter of 20 January 1992.

13 In paragraphs 6 to 13 of its letter the Commission responds to the main arguments put forward by the
applicants in their observations on the letter of 20 January 1992. After stating that the matter is not of any
particular importance to the functioning of the common market and therefore that there is no sufficient
Community interest in further investigation of it, the Commission points out, referring in particular to the
judgment of the Court of First Instance in Case T-24/90 Automec v Commission [1992] ECR II-2223
(hereinafter "Automec II"), paragraph 88, that the commencement of proceedings before national courts may
be a factor to be taken into consideration in order to justify a decision not to proceed with a case. In response
to the applicants' argument that the position taken by the Commission amounts to inappropriate recourse to the
principle of subsidiarity,
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the Commission emphasizes that the course followed represents not the abandonment of all and any official
action but rather a choice, as between the competent authorities, of those which are best placed to deal with
the issues involved. It states that only the national courts have jurisdiction to award damages and that, in its
report of 7 November 1991, it provided them with the information needed to compare the tariffs of the
various national copyright-management societies. In that regard, the Commission considers that the use of that
report by the national courts as evidence is not restricted by its obligation to safeguard business secrets since
the requests which it sent to the various national copyright-management societies were concerned not with the
levels of the tariffs in force, which by their nature are already in the public domain, but with a comparison of
the practical results of applying those tariffs to five types of discothèque. Replying next to the applicants'
criticisms concerning its failure to define its position regarding the period prior to 1 January 1990, the
Commission maintains that it is not required to consider whether any infringements of the competition rules
occurred in the past, since the main purpose of such an examination would be to facilitate the award of
damages by the national courts. In response to the arguments advanced concerning the existence of a
restrictive agreement between the various national copyright-management societies, it states that, whilst the
existence of such an agreement, of which it has been unable to find any solid evidence, cannot be ruled out,
it is apparent, on the other hand, that precise effects cannot be attributed to it regarding tariffs, some of which
went down and some up following the Tournier and Lucazeau judgments. With regard, finally, to the
applicants' observations alleging the existence of an agreement between SACEM and certain syndicates of
discothèque operators, the Commission considers that if such an agreement existed its effects were necessarily
limited to French territory.

14 In paragraph 14 of its decision the Commission informs the applicants that the application made by them
under Article 3(2) of Regulation No 17 has been "rejected and referred to the national courts".

Procedure before the Court and forms of order sought

15 Those were the circumstances in which, by application received at the Registry of the Court of First
Instance on 11 January 1993, the applicants brought the present action.

16 By order of the President of the Second Chamber of the Court of First Instance of 20 May 1993, Syndicat
des Exploitants de Lieux de Loisirs (SELL) was granted leave to intervene in support of the applicants.

17 The written procedure followed the normal course and was concluded on 4 August 1993.

18 Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (Second Chamber) decided to
open the oral procedure without any preparatory inquiry. At the Court' s request, the defendant produced a
number of documents and answered a number of written questions.

19 The parties presented oral argument and answered questions put to them orally by the Court at the public
hearing on 18 May 1994.

20 The applicants claim that the Court should:

° annul the Commission decision of 12 November 1992;

° order the Commission to pay the costs.

21 The Commission contends that the Court should:

° dismiss the application;

° order the applicants to pay the costs.
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22 The intervener claims that the Court should:

° annul the Commission decision.

Substance

23 The applicants put forward, essentially, four pleas in law in support of their application. The first alleges
infringement of Article 190 of the EC Treaty, in that the contested decision is not supported by an adequate
statement of the reasons on which it is based. In their second plea, the applicants claim that the contested
decision is vitiated by an error of law and several manifest errors of appraisal. The third alleges breach of
various general principles of Community law. The fourth alleges misuse of powers.

24 In its written observations, the intervener states that it endorses all the arguments put forward by the
applicants in support of their application.

The plea as to infringement of Article 190 of the Treaty

Summary of the parties' arguments

25 The applicants claim that the contested decision does not state the reasons for which it rejects the
allegation of concertation between the collective copyright-management societies in the various Member States.
The applicants consider that the reasons given for the rejection of the other allegations contained in their
complaints are contradictory. They claim that the statement made by the Commission in its communication of
20 January 1992 under Article 6 of Regulation No 99/63 (hereinafter "the Article 6 letter") to the effect that
"at the present stage, the investigation provides no basis for concluding that the conditions for the application
of Article 86 are fulfilled with regard to the level of the tariffs at present applied by SACEM" conflicts, first,
with the terms of the contested decision which, referring to that letter, states that the Commission does not
intend adopting a position regarding the points of law raised and, secondly, with the content of a letter of 17
December 1992, addressed to SACEM, in which the Commission stated that "it wishes... to leave to the
national courts to which the complaint is referred the widest possible freedom of appraisal". There is also a
contradiction, they maintain, in paragraph 9 of the contested decision, between the statement that the
Commission made a comparison of the tariffs applied by the various copyright-management societies in the
Community and the statement that the requests for information sent to those societies were concerned not with
the level of the tariffs themselves but with the practical results of applying them, based on a comparison of
five standard examples of discothèques.

26 The Commission replies that the contested decision sufficiently states the reasons on which it is based to
enable the persons concerned to defend their interests and the Court to carry out its review of legality and
therefore that it meets the requirements laid down in that regard by the Court of Justice and the Court of First
Instance (judgment of the Court of First Instance in Case T-1/89 Rhône Poulenc v Commission [1991] ECR
II-867). It also states that the Court of Justice and the Court of First Instance have consistently held that it is
not required to give its views on all the arguments put forward by the persons concerned in support of their
application and that it need merely set out the facts and legal considerations which are of decisive importance
in the context of the decision (judgments of the Court of Justice in Joined Cases 43 and 62/82 VBVB and
VBBB v Commission [1984] ECR 19 and of the Court of First Instance in Case T-44/90 La Cinq v
Commission [1992] ECR II-1).

27 The Commission sees no contradiction between the terms of its Article 6 letter and the decision
definitively rejecting the complaints. It contends that its finding in the Article 6 letter cannot be taken as
defining its position with respect to the contested conduct of SACEM and that in any event the contested
decision is based not on the existence of an infringement but on other grounds.
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28 As regards the alleged contradiction between the contested decision and other communications from it, the
Commission replies that possible discrepancies between the statement of the reasons for a decision and such
positions as might be defined in other documents cannot affect the validity of the decision for the purposes of
Article 190 of the Treaty, provided that it is established that the reasons on which the decision is based do
not contradict each other or the operative part of it.

Findings of the Court

29 It has been consistently held that the statement of reasons on which a decision adversely affecting a person
is based must, first, be such as to enable the person concerned to ascertain the matters justifying the measure
adopted so that, if necessary, he can defend his rights and verify whether the decision is well founded and,
secondly, enable the Community judicature to exercise its power of review as to the legality of the decision
(judgments of the Court of Justice in La Cinq, cited above, paragraph 42, and Case T-7/92 Asia Motor France
and Others v Commission [1993] ECR II-669, paragraph 30). In that connection, the Commission is not
obliged, in stating the reasons for the decisions which it takes to ensure the application of the competition
rules, to adopt a position on all the arguments relied on by the persons concerned but need only set out the
facts and legal considerations which are of decisive importance in the context of the decision (judgments of
the Court of Justice in Case 55/69 Cassella v Commission [1972] ECR 887, paragraph 22, Case 56/69
Hoechst v Commission [1972] ECR 927, paragraph 22, VBVB and VBBB, cited above, paragraph 22, and of
the Court of First Instance in La Cinq, cited above, paragraph 41, and Asia Motor France, cited above,
paragraph 31).

30 It must be borne in mind that the complaints lodged by the applicants contained, essentially, three
allegations. The first concerned sharing of the market ° and the resultant total partitioning of it ° between the
copyright-management societies of the various Member States by means of the conclusion of reciprocal
representation contracts. In view of the fact that the restrictions of competition mentioned in that allegation
derive from the existence of an agreement between undertakings, the Court considers that, in the absence of
any indication to the contrary, that allegation must be regarded as being based on Article 85(1) of the Treaty.
The second and third allegations concerned, respectively, the excessive and discriminatory nature of the rates
of royalties charged by SACEM and the latter' s refusal to allow discothèques to use only the foreign
repertoire. The Court considers that the latter two allegations must be regarded as being based, in the absence
of any indication that the contested practices resulted from any agreement or concerted practice, on Article 86
of the Treaty.

31 In the first limb of their plea, the applicants claim that the contested decision does not adequately state the
reasons for which it rejects the allegation of concertation between the collective copyright-management
societies in the various Member States, in breach of Article 85(1) of the Treaty.

32 The Court notes, first, that the letter of 12 November 1992 rejected the applicants' complaints in their
entirety. Paragraph 14 of the contested decision states, without drawing a distinction between the allegations of
infringements of Article 85 and of Article 86, that "for the reasons set out above, I would inform you that
your application to the Commission under Article 3(2) of Regulation No 17/62 has been rejected and referred
to the national courts".

33 It should be observed that the decision of 12 November 1992 essentially rejects the complaint on the
grounds given in the Article 6 letter. Paragraph 5 of the contested decision states "The Commission considers
that, for the reasons set out in its letter of 20 January 1992, there are insufficient grounds for acting on your
application for a finding of an infringement. The observations submitted by BEMIM and by you on 20 March
1992 contain no new factual or legal information such as to change the Commission' s judgment and
conclusions as set out in its letter of 20 January
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1992".

34 The Court considers, therefore, that in order to establish whether the contested decision contains a
sufficient statement of the reasons on which it is based, both the grounds mentioned in the letter of 12
November 1992 and those mentioned in the Article 6 letter must be considered.

35 The Court finds that neither the Article 6 letter nor the report of 7 November 1991 annexed thereto
contains anything to indicate that the Commission examined the applicants' allegation of an infringement of
Article 85(1); on the contrary, they show that the Commission considered only the allegations concerning an
infringement of Article 86. In its Article 6 letter, the Commission states that its "investigations related more
particularly to a comparison of the levels of royalties in the EEC" (paragraph I E). It states that "at the
present stage, the investigation provides no basis for concluding that the conditions for the application of
Article 86 are fulfilled with regard to the level of the tariffs at present applied by SACEM" (paragraph II). In
the part of its Article 6 letter headed "Conclusions", the Commission indicates that it is minded to reject the
complaint "in view of the fact that, because of the essentially national effect of the practices criticized in your
complaint, there is no Community interest involved and the matter is at present before a number of French
courts" (paragraph III). The essentially national effect derives, according to the Commission, from the fact that
"the effects of the alleged abuses are felt essentially only within the territory of a single Member State, or
even only a part of that territory" (paragraph II). Similarly, in the Commission report annexed to the Article 6
letter, entitled "Applicability of Article 86 EEC to the system of royalties applied by SACEM to French
discothèques", there is no consideration of the alleged infringement of Article 85(1) by the various national
copyright-management societies.

36 In its letter of 12 November 1992 the Commission reiterates, in paragraph 6, the finding already made in
its Article 6 letter that "the centre of gravity of the alleged infringement is in France; its effects in the other
Member States can be only very limited; consequently this case is not of particular importance to the
functioning of the common market; the Community interest does not therefore require the Commission to deal
with these complaints but requires that they be referred to the French national courts and administrative
authorities". In order to justify the referral to the national courts, it alludes, in paragraph 7 of the decision, to
the Opinion of Judge Edward, acting as Advocate General, in the Automec II and Asia Motor France cases
cited above, and to the judgment in Automec II. It then considers the applicants' observations in response to
its Article 6 letter, before concluding that they are not such as to undermine its finding in paragraph 6 of the
contested decision (paragraphs 8 to 13).

37 The Court considers that paragraph 6 of the letter of 12 November 1992, which contains the essential
reasons for the final rejection of the complaint, cannot reasonably be said to deal with the applicants'
allegation as to the existence of a restrictive agreement between the copyright-management societies in the
various Member States. Indeed, it is only in the light of the allegations in the complaint concerning
infringement of Article 86 of the EC Treaty ° in particular the abusive and discriminatory nature of the level
of the royalties charged by SACEM and SACEM' s refusal to grant access to its foreign repertoire alone °
that any reasonable meaning can be attributed to the Commission' s finding that the centre of gravity of the
infringement is in France.

38 The Court finds, next, that the only paragraphs of the contested decision which relate to the allegation of
infringement of Article 85(1) of the Treaty are paragraphs 12 and 13, which read as follows:

"12 As regards the restrictive agreement which (counsel for the applicants) criticizes on page 12 of (his)
letter of 20 March 1992, allegedly existing between SACEM and the other societies of authors in the
Community, the Commission finds that whilst the existence of such an agreement,
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of which it has been unable to secure any solid evidence, or at least of a concerted practice between all
those societies, in particular within GESAC, cannot be ruled out, it appears, conversely, that precise effects
cannot be attributed to it regarding tariffs, some of which went down and some up following the judgments
of the Court of Justice of 13 July 1989, and which continue, as all the complainants emphasize insistently,
to display considerable variations from each other. However, if formal evidence of the effects of such a
restrictive agreement were given to it, the Commission would be fully prepared to take account of it.

13. As regards the alleged restrictive agreement between SACEM and certain syndicates of discothèque
operators complained of on page 13 of (the) letter of 20 March 1992 (from counsel for the applicants), the
Commission considers that it could have produced effects only within French territory for the benefit of some
discothèque operators and at the expense of others and that, therefore, having regard to the principles of
cooperation and division of tasks between the Commission and the Member States, it is for the national
authorities to give a ruling on the matter, particularly since, whilst it is true that the Commission shares with
those authorities the power to apply the Community competition rules, only the latter authorities have the right
to award damages. Moreover, it should be borne in mind that no views expressed by the Commission
regarding that agreement can in any way limit the freedom of appraisal of the national courts."

39 The Court considers that paragraphs 12 and 13 of the contested decision contain the reasons for the
rejection of two allegations made by the applicants in their observations on the Article 6 letter. Those
allegations concerned the existence of a restrictive agreement concluded between, on the one hand, the
national copyright-management societies represented within GESAC with a view to standardizing their
royalties at the highest possible rate and, on the other, SACEM and certain French syndicates of discothèque
operators. The Court considers that paragraphs 12 and 13 of the contested decision do not, however, contain
any statement of the reasons for which the part of the applicants' s complaint alleging partitioning of the
market was rejected.

40 In those circumstances, the statement of the reasons for the contested decision does not apprise the
applicants of the grounds for rejecting their complaints in so far as the latter was concerned with an alleged
partitioning of the market as a result of the reciprocal representation contracts concluded between the
copyright-management societies in the various Member States. It follows that, on this point, the Commission
did not comply with its obligation under Article 190 of the Treaty to state the reasons for its decision. The
first limb of the present plea in law is therefore well founded.

41 In the second limb of their plea, the applicants claim that the statement of the reasons for the decision is
contradictory so far as concerns the rejection of the other allegations contained in the complaint.

42 The Court considers that a contradiction in the statement of the reasons on which a decision is based
constitutes a breach of the obligation laid down in Article 190 of the Treaty such as to affect the validity of
the measure in question if it is established that, as a result of that contradiction, the addressee of the measure
is not in a position to ascertain, wholly or in part, the real reasons for the decision and, as a result, the
operative part of the decision is, wholly or in part, devoid of any legal justification (see in particular the
judgment of the Court of Justice in Case 158/80 REWE v Hauptzollamt Kiel [1981] ECR 1805, paragraph
26).

43 The Court would point out that, in order to decide whether the reasons for the contested decision are
adequately stated, both the grounds mentioned in the letter of 12 November 1992 and those mentioned in the
Article 6 letter must be considered.

44 As regards the existence, alleged by the applicants, of contradictions between the grounds of
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the Article 6 letter and those of the contested decision, the Court finds that it is apparent from the part of the
Article 6 letter headed "Conclusions" (see paragraph 9 above) that the Commission was minded to reject the
complaints received by it on the sole ground that they did not disclose a sufficient Community interest and
that that insufficiency of interest derived, first, from the essentially national effect of the practices criticized
and, secondly, from the fact that the matter was pending before a number of French courts. The finding in the
Article 6 letter that "at the present stage, the investigation provides no basis for concluding that the conditions
for the application of Article 86 are fulfilled with regard to the level of the tariffs at present applied by
SACEM" does not therefore constitute a ground on which the decision to reject the complaints is based.

45 Similarly, it is clear from paragraphs 12 to 14 of the letter of 12 November 1992, summarized above, that
the final decision to reject the complaints was also based on the sole ground of lack of a sufficient
Community interest in further investigation of the case, resulting, first, from the limited effects that the alleged
infringements were capable of producing in the other Member States and, secondly, from the fact that
proceedings had been brought before several national courts and the French Conseil de la Concurrence
(Competition Council) raising the same issues as the complaints.

46 It follows from the foregoing that there is no contradiction between the statement of reasons given in the
Article 6 letter and that given in the contested decision to justify rejection of the complaints.

47 As regards the argument that the statement in paragraph 9 of the contested decision to the effect that the
Commission did not compare the level of the tariffs themselves conflicts with another statement made by the
Commission on the same point, the Court considers, having regard to the above analysis, that any
contradiction between the considerations put forward by the Commission regarding the level of the tariffs
applied by SACEM is not, in any event, of such a kind as to divest the operative part of the contested
decision, based solely on the ground of lack of a sufficient Community interests, of its legal justification.
Accordingly, even if the alleged contradiction were substantiated, that would not affect the validity of the
contested decision.

48 Accordingly, the second limb of the present plea must be rejected.

49 It follows from the foregoing that the contested decision must be annulled to the extent to which it rejects
the applicants' allegation of a partitioning of the market resulting from the existence of an alleged restrictive
agreement between SACEM and the copyright-management societies in the other Member States having the
effect of denying French discothèques direct access to the repertoire of those societies.

The plea in law alleging an error of law and a manifest error of appraisal

Summary of the parties' arguments

50 The applicants consider that the contested decision contains an error of law and manifest errors of
appraisal such as to render it void.

51 First, the applicants consider that the Commission committed an error of law in rejecting their complaints
for lack of a Community interest. They maintain that, by virtue of the judgment in Automec II, the
Commission is entitled to take account of the Community interest displayed by a case only in order to
determine the order of priority to be adopted by its staff in dealing with the complaint, not to justify rejection
of the complaint.

52 Secondly, the applicants submit that the Commission committed a manifest error of appraisal in invoking
the principle of subsidiarity to justify referring the complaints to the national courts, when it had in its
possession all the information which it needed to enable it to enable it to make
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a determination regarding the contested practices.

53 Thirdly, the applicants, who consider, with respect to their allegation of sharing of the market and the
resultant total partitioning of it, that the Commission committed a manifest error of appraisal in stating, in
paragraph 6 of the contested decision, that the alleged infringements mainly concerned France and had only
very limited effects in the other Member States, submit that the Commission, in any event, committed a
manifest error of appraisal in evaluating the Community interest in the matter. They consider that in the
present case the Commission was not entitled, in undertaking that evaluation, to rely on the fact that
proceedings had been brought before several national courts in relation to the legal issues raised in their
complaints. In that connection, they emphasize that in Automec II there was only one action before a national
court between the parties concerned and maintain that, since more than one action has been brought in the
present case, the Commission was wrong to compare it with Automec II. Moreover, in any event, the referral
to the national courts is unjustifiable in the present case because it is apparent from several decisions given by
those courts that they are not able to apply the competition provisions of the Treaty correctly and uniformly.
The applicants also criticize the fact that, in the report which it prepared for the national courts, the
Commission, in comparing the tariffs applicable in the various Member States, referred only to notional types
of discothèque.

54 The Commission contests the applicants' interpretation of Automec II. It considers that that judgment
clearly shows that it is entitled to reject a complaint for lack of a Community interest.

55 The Commission also rejects the argument that it can take account of the fact that cases have been brought
before national courts as a relevant factor in evaluating the Community interest in further investigation of a
case only where a single action is pending between the same parties. As regards the allegation that the French
courts are not capable of dealing with that litigation, the Commission points out that it does not have
exclusive powers to apply Articles 85(1) and 86, provisions which directly confer on individuals rights which
the national courts must safeguard. In its view, the risk of discrepancies between court decisions on the
application of those articles of the Treaty is inherent in the right of individuals to rely on those provisions
before the national courts. It adds that it is for the superior courts of the Member States to ensure unity and
consistency of the case-law on the provisions concerned, if necessary by seeking preliminary rulings from the
Court of Justice under Article 177 of the EC Treaty.

56 In response to the applicants' criticism of the method adopted for comparing tariffs, the Commission states
that it included a detailed explanation of the choice of that method in its report, which the Court implicitly
accepted in its judgments in Tournier and Lucazeau, and that the applicants themselves conceded that the
report was conducive to recognition of the alleged infringements.

The findings of the Court

57 Examination of the first plea in law, alleging inadequacy of the statement of reasons, has shown that the
contested decision must be annulled in so far as it rejects the applicants' allegation concerning partitioning of
the market. It follows that the limb of the present plea alleging a manifest error of appraisal committed by the
Commission in evaluating the effects of the alleged partitioning of the market is no longer relevant.

58 It is also clear from the foregoing that the present plea must be examined solely in relation to the
allegations contained in the complaints as to infringement of Article 86 of the Treaty, namely that the rates of
royalties charged by SACEM are excessive and discriminatory and that SACEM refused to allow French
discothèques to use only the foreign repertoire.

59 It must be borne in mind at the outset that it has been consistently held by the Court of Justice and the
Court of First Instance that Articles 85(1) and 86 of the Treaty produce direct effects
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in relations between individuals and create direct rights for individuals which the national courts must
safeguard (judgments of the Court of Justice in Case 127/73 BRT v SABAM [1974] ECR 51, paragraph 16,
Case 37/79 Lauder v Marty [1980] ECR 2481, paragraph 13, Case C-234/89 Delimitis v Henninger Braue
[1991] ECR I-935, paragraph 45, and of the Court of First Instance in Tetra-Pak, cited above, paragraph 42).
In view of the division of that power between the Commission and the national courts and of the resulting
protection available to individuals before the national courts, it has been consistently held by the Court of
Justice and the Court of First Instance that Article 3 of Regulation No 17 does not confer upon a person who
lodges an application under that article the right to obtain from the Commission a decision, within the
meaning of Article 189 of the EC Treaty, regarding the existence or otherwise of an infringement of Article
85 or Article 86 of the Treaty or of both (judgment of the Court of Justice in Case 125/78 GEMA v
Commission [1979] ECR 3173, paragraph 17, and judgments of Court of First Instance in Rendo and Others v
Commission, cited above, paragraph 98, and Automec II, cited above, paragraphs 75 and 76). The position is
different only if the complaint falls within the exclusive purview of the Commission, as in the case of the
withdrawal of an exemption granted under Article 85(3) of the Treaty (judgments in Automec II, paragraph
75, and Rendo v Commission, paragraph 99).

60 As regards the first limb of the present plea, namely that the Commission committed an error of law in
rejecting the complaint on the basis of lack of a Community interest, the Court of First Instance made it clear,
in its judgment in Automec II, that the Commission is entitled to assign different priorities to the examination
of the complaints submitted to it and that it is legitimate for it to refer to the Community interest of a case as
a criterion for determining priority (paragraphs 83 to 85). It is also apparent from that judgment, in which this
Court adjudicated on the legality of a decision not to proceed with a case, that the Commission may reject a
complaint through lack of a sufficient Community interest in further investigation of the case. Accordingly, the
first limb of the present plea must be rejected.

61 As regards the second limb, alleging that the Commission committed a manifest error of appraisal in
relying on the principle of subsidiarity in order to justify referral of the complaint to the national courts, the
Court finds that it is apparent from paragraphs 6 to 8 of the contested decision that the Commission based its
rejection of the applicants' complaints not on the principle of subsidiarity but solely on the ground of lack of
a sufficient Community interest. The Court therefore considers that the applicants are seeking, by this limb of
their plea in law, to show that the contested decision is unlawful because the Commission, in the
circumstances of the present case, should, instead of referring the case to the national courts, have taken a
decision to the effect that SACEM' s tariff practices constituted an infringement of Article 86 of the Treaty.
However, it is apparent from settled case-law, as cited above in paragraph 59, that the applicants had no right
to obtain such a decision from the Commission, even if the latter had become persuaded that the practices
concerned constituted an infringement of Article 86 of the Treaty. It follows that this limb of the plea must
also be rejected.

62 As regards the third limb of the plea, alleging an error on the part of the Commission in its evaluation of
the Community interest concerned, it should be borne in mind that the Court made it clear in its judgment in
Automec II that, in order to assess the Community interest in further investigation of a case, the Commission
must take account of the circumstances of the case and in particular the matters of fact and law to which its
attention is drawn in the complaint submitted to it. It must, in particular, balance the significance of the
alleged infringement as regards the functioning of the common market, the probability of its being able to
establish the existence of the infringement and the extent of the investigative measures required for it to
perform, under the best possible conditions, its task of making sure that Articles 85 and 86 are complied with
(paragraph 86). The fact that a national court or national competition authority is already dealing
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with a case concerning the compatibility of an agreement or practice with Article 85 or 86 of the Treaty is a
factor which the Commission may take into account in evaluating the extent to which a case displays a
Community interest. Contrary to the applicants' assertion, the right to take account of the fact that a case has
been brought before national courts as a relevant criterion for evaluation of the Community interest in further
examination of a case is not limited to cases where there is a single action pending between the complainant
and the subject of the complaint.

63 The Court finds that, in paragraphs 6 to 8 of the contested decision, the Commission bases its view that
there was not a sufficient Community interest on, first, the limited nature of the effects that the alleged
infringements would have in Member States other than France and, secondly, the fact that cases raising the
same issues as the complaints were pending before several French courts and the French Conseil de la
Concurrence.

64 Since it is common ground, first, that the applicants do not contest the essentially national effect of the
practices criticized in their complaints as constituting infringements of Article 86 of the Treaty and, secondly,
that several French courts, in proceedings between SACEM and the applicants, and the French Conseil de la
Concurrence have been called on to consider whether those practices are in conformity with the competition
provisions of the Treaty, it is necessary to consider whether, in the present case, the Commission, on the basis
of that factual information, has committed a manifest error of appraisal regarding the Community interest in
further investigation of the case.

65 The Court considers that where the effects of the infringements alleged in a complaint are essentially
confined to the territory of one Member State and where proceedings have been brought before the courts and
competent administrative authorities of that Member State by the complainant against the body against which
the complaint was made, the Commission is entitled to reject the complaint through lack of any sufficient
Community interest in further investigation of the case, provided however that the rights of the complainant or
of its members can be adequately safeguarded, in particular by the national courts (Automec II, paragraphs 89
to 96).

66 The applicants consider, however, that the referral to the French courts was not justifiable in this case
since , they maintain, the French courts are not able, in view of the complexity of the case, to ensure correct
and uniform application of the competition provisions of the Treaty.

67 The Court considers, first, that the fact that the national court might encounter difficulties in interpreting
Article 85 or 86 of the Treaty is not, in view of the possibilities available under Article 177 of the Treaty, a
factor which the Commission is required to take into account in appraising the Community interest in further
investigation of a case. Furthermore, that provision of the Treaty is designed in particular to ensure uniform
application of the Treaty by providing that national courts against whose decisions there is no judicial remedy
under national law are required to refer a question to the Court of Justice for a preliminary ruling where a
question is raised before them concerning the interpretation of provisions of the Treaty.

68 The Court considers, on the other hand, that the rights of a complainant could not be regarded as
sufficiently protected before the national court if that court were not reasonably able, in view of the
complexity of the case, to gather the factual information necessary in order to determine whether the practices
criticized in the complaint constituted an infringement of Article 85 or Article 86 of the Treaty or of both.

69 In the present case, with regard to the allegation that the rate of royalties charged by SACEM is abusive,
the Court notes that the Commission sent to the copyright-management societies of the various Member States
requests for information under Article 11 of Regulation No 17 and that it thereafter drew up a report dated 7
November 1991 in which it compared, on a uniform basis,
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the levels of royalties charged by the copyright-management societies concerned. The Court observes that the
only individual indications concerning the copyright-management societies in the Member States which were
included in the report, in particular the level of royalties charged by those societies, constitute information
which is in the public domain. In those circumstances, the Court considers that there is nothing in the
documents before it to show that the disclosure of that report to the national courts and the use of it by them
are restricted by requirements concerning observance of the rights of the defence and of business secrets.

70 The Court considers, having regard to the operative part of the judgments in Tournier and Lucazeau, that
in view of the factual information set out in the report of 7 November 1991, which contains a comparison on
a uniform basis of the levels of royalties charged by copyright-management societies in the various Member
States, the French courts are certainly in a position to determine whether the level of royalties charged by
SACEM is such that it constitutes an abuse of a dominant position within the meaning of Article 86 of the
Treaty.

71 The Court is unable to find in the arguments put forward by the applicants anything to call in question the
merits of the method chosen by the Commission for comparing the tariffs. Moreover, the Court notes that the
applicants claim, on page 8 of their application, that "the report (of 7 November 1991) is an extremely
important document since it shows, unambiguously, the abuse of a dominant position of which SACEM is and
continues to be guilty".

72 As regards the allegation that those rates of royalties are applied in a discriminatory manner, it should be
noted that the Commission also examined, in its report of 7 November 1991, the facts relevant to that
allegation, leaving the national courts to make determinations regarding those matters of fact.

73 Finally, as regards the allegation that SACEM refused to allow French discothèques to use only the foreign
repertoire, the Court finds that the applicants have advanced no specific argument to call in question the
powers of the French courts to gather the factual information needed to determine whether that practice by
SACEM ° a French association established in France ° constitutes an infringement of Article 86 of the Treaty.

74 The Court considers, in view of the foregoing, that the applicants have adduced no specific evidence from
which it might be inferred that their rights cannot be satisfactorily safeguarded by the French courts. In the
circumstances of this case, the Commission could therefore properly reject the applicants' s complaint on the
ground of lack of a Community interest, solely because it had determined that the centre of gravity of the
alleged infringements was in France and that the matter had already been brought before the French courts. It
follows that, without its being necessary in this case to consider whether the referral of the matter to the
French Conseil de Concurrence would in itself have been a sufficient reason for the Commission to reject the
complaint, the third limb of the plea, alleging a manifest error of appraisal in the evaluation of the
Community interest involved, is unfounded.

75 It follows from the foregoing that the Court' s examination of the contested decision has disclosed neither
an error of law nor any manifest errors of appraisal. The present plea in law must therefore be rejected.

The plea in law as to infringement of various general principles of Community law

76 The applicants claim that, by referring the case to the national courts after 14 years of investigation during
which it has never raised the issue of lack of a sufficient Community interest, the Commission infringed the
principle of the protection of legitimate expectations. They assert that, by acting as it did, the Commission
encouraged them to entertain a legitimate expectation that it would itself deal with the issues of law raised in
their complaints.
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77 The applicants also claim that the contested decision breaches the principle of legal certainty in that, by
allowing inconsistent national case-law to continue to exist, it is liable to be socially disruptive as regards
both legislation and private interests. Similarly, by refusing in such circumstances to adopt a decision finding
an infringement, the Commission neglected the need for uniform application of Community law and failed in
its duty of sincere cooperation with the national courts. They add that the Commission has likewise failed to
observe the principle of sound administration, as expounded by the Court of Justice in its judgment in Joined
Cases 96 to 102/82, 104/82, 105/82, 108/82 and 110/82 IAZ v Commission [1983] ECR 3369), since it failed
to examine several documents produced by the parties during that long investigation.

78 The Court points out that it has been consistently held that, outside the areas in which the Commission has
exclusive competence, Regulations Nos 17 and 99/63 do not confer on complainants the right to obtain from
the Commission a decision regarding the existence or otherwise of an infringement of Article 85 or Article 86
of the Treaty or of both (judgments in GEMA v Commission, cited above, paragraph 17, Rendo and Others,
cited above, paragraph 98, and Automec II, cited above, paragraphs 75 and 76).

79 As regards the alleged infringement of the principle of the protection of legitimate expectations, it is clear
from that case-law that the applicants were deemed, when lodging their complaint, to know that they had no
right to obtain from the Commission a decision finding that the practices of SACEM which they criticized
constituted an infringement of Article 85 or Article 86 of the Treaty or of both. The Court also finds that the
applicants have not produced any specific evidence to show that, in the course of the administrative procedure,
the Commission gave them any reason to believe that it would adopt such a decision. In particular, the Court
considers that the length of the investigation is not in itself a basis for any such expectation.

80 It follows that the argument as to breach of the principle of the protection of legitimate expectations must
be rejected.

81 As regards the claim that, in view of the divergent national case-law on Articles 85 and 86, the
Commission breached the principle of legal certainty and its duty of sincere cooperation with the national
courts by refusing to adopt a decision, the Court considers that the upshot of that argument is that the
Commission is under an obligation, even in areas in which its powers are not exclusive, to adopt a decision
on alleged infringements in order to ensure uniformity of national decisions on the application of Community
competition law. However, that view is not only contrary to the settled case-law cited above in paragraph 78,
according to which the Commission is not obliged to adopt a decision as to the existence or otherwise of
infringements alleged in a complaint but is also based on a misconception as to the division of responsibility
between the Commission and the national courts. It falls first to the national courts, which to that end may
seek preliminary rulings from the Court of Justice under Article 177 of the Treaty, to ensure the uniform
application of Community law.

82 It follows that that argument must also be rejected.

83 As regards the alleged breach of the principle of sound administration, the Court considers that that
argument, as formulated by the applicants, does not enable it to determine with sufficient precision the nature
and subject-matter of the applicants' criticism of the Commission. In particular, the Court is not able to
identify the documents which the Commission is said to have neglected to take into consideration or the
reasons for which such an omission might constitute a breach of the principle of sound administration.
Accordingly, that argument must also be rejected.

84 It follows from all the foregoing that the plea in law as to breach of various principles of Community law
must be rejected.
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The plea as to misuse of powers

Summary of the parties' arguments

85 The applicants consider that, by the manner in which it dealt with their complaints, the Commission
misused its powers. They criticize, from the procedural point of view, the length of the investigation and the
inadequacy of the investigative measures undertaken. They consider that the Commission deliberately delayed
adopting a decision in order to maintain the uncertainty as to the anti-competitive nature of SACEM' s
practices. The applicants also claim that the Commission possessed sufficient evidence to make a
determination regarding SACEM' s practices in the light of Articles 85 and 86 of the Treaty but, as a result of
political pressure, decided not to do so. To demonstrate such pressure, the applicants draw the attention of the
Court to certain statements made by an official in the Directorate-General for the Internal Market (DG III) and
by a representative of SACEM at a conference on copyright held in Madrid on 16 and 17 March 1992.

86 The Commission observes that the Court of Justice and the Court of First Instance have consistently held
that an allegation of misuse of powers can be considered only if the applicant puts forward objective, relevant
and consistent factors such as to demonstrate its occurrence. In the present case, the Commission considers
that the applicants have merely made vague allegations and have adduced no specific evidence to support the
conclusion that the aim which it actually pursued was to avoid application of the competition rules to
SACEM. Moreover, the criticism of the Commission is hardly appropriate, in view of its conduct throughout
its investigation and the views put forward by it in the preliminary-ruling proceedings, cited above.

Findings of the Court

87 It has been consistently held that a decision is vitiated by misuse of powers only if it appears, on the basis
of objective, relevant and consistent factors, to have been taken for the purpose of achieving an end other than
those stated (judgments of the Court of Justice in Case 69/83 Lux v Court of Auditors [1984] ECR 2447,
paragraph 30, and Case C-331/88 Fedesa and Others [1990] ECR I-4023, paragraph 24, and the judgment of
the Court of First Instance in Case T-109/92 Lacruz Bassols v Court of Justice [1994] ECR-SC II-105,
paragraph 52).

88 The Court considers that the evidence adduced by the applicants is not sufficient to support the conclusion
that the Commission misused its powers.

89 As regards, in particular, the duration of the procedure, the Court observes that it is apparent from
paragraph 1 of the contested decision that the applicant' s complaints were not lodged before 1986. Moreover,
it is undisputed that those complaints raised new issues of Community law and that the Commission
suspended its investigation pending delivery, on 13 July 1989, of the judgments in Tournier and Lucazeau
following references to the Court of Justice for preliminary rulings in December 1987 and August 1988.
Following those judgments, the Commission endeavoured to establish a uniform basis for the comparison of
tariffs and sent requests for information to the various copyright societies. It then drew up its report, dated 7
November 1991, sent the Article 6 letter on 20 January 1992 and adopted the contested decision on 12
November 1992.

90 In view of the novelty of the legal issues raised by the complaints and their connection with the
preliminary questions submitted in Tournier and Lucazeau, the Court considers that the Commission cannot be
criticized for suspending its investigation of the complaints until the Court of Justice had given judgment in
those cases. Moreover, this Court considers that the period which elapsed between, on the one hand, the date
of those judgments, 13 July 1989, and, on the other, the issue of the report, on 7 November 1991, and the
adoption of the contested decision, on 12 November 1992, is certainly not such as to justify the conclusion
that the Commission deliberately delayed examination of the complaints in order to maintain uncertainty as to
the allegedly anti-competitive nature of
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SACEM' s conduct. Furthermore, the report of 7 November 1991 was drawn up by the Commission
specifically in order to enable the national courts to consider whether SACEM' s tariff practices were
compatible with Article 86 of the Treaty.

91 The applicants also argue, in order to prove a misuse of powers, that the investigative measures undertaken
were insufficient. The Court finds, however, that that argument is contradicted by another argument put
forward by them, namely that the Commission had sufficient evidence ° which necessarily implies that further
investigative measures were unnecessary ° to make a determination regarding SACEM' s practices in the light
of Articles 85 and 86 of the Treaty but failed to do so solely because of political pressure. In any event, the
Court points out that the Commission is not required, on receiving a complaint under Article 3(2) of
Regulation No 17, either to undertake a complete investigation in every case or to adopt a decision as to the
existence of the alleged infringement (judgment in Automec II, paragraphs 75 to 85).

92 Finally, in support of their argument that the decision resulted from political pressure brought to bear on
the Commission, the applicants draw the attention of the Court to certain extracts from the record of the
proceedings of a conference on copyright held in Madrid on 16 and 17 March 1992 (Annex 21 to the
application). Those extracts concern, in particular, a comment on the Article 6 letter by a Commission official
in the Directorate-General for the Internal Market and the observations of a SACEM representative on the
policy adopted by that Directorate-General regarding copyright. The Court is unable to find in those extracts
the evidence required to justify an inference that there was any misuse of powers.

93 It follows from all the foregoing that the plea as to misuse of powers must be rejected.
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Judgment of the Court
of 20 October 1993

Phil Collins v Imtrat Handelsgesellschaft mbH and Patricia Im- und Export Verwaltungsgesellschaft
mbH and Leif Emanuel Kraul v EMI Electrola GmbH.

References for a preliminary ruling: Landgericht München I et Bundesgerichtshof - Germany.
Article 7 of the Treaty - Copyright and related rights.

Joined cases C-92/92 and C-326/92.

++++

1. Community law ° Principles ° Equal treatment ° Discrimination on grounds of nationality ° Prohibition °
Scope of application ° Copyright and related rights ° Inclusion

(EEC Treaty, Art. 7)

2. Community law ° Principles ° Equal treatment ° Discrimination on grounds of nationality ° Prohibition °
National legislation according to authors and performers the right to prohibit the marketing of phonograms
produced from performances given outside the national territory and manufactured without their consent °
Right refused to nationals of other Member States ° Not permissible

(EEC Treaty, Art. 7)

3. Community law ° Principles ° Equal treatment ° Discrimination on grounds of nationality ° Prohibition °
Possibility for nationals of other Member States to avail themselves of that prohibition in order to benefit
from the protection of literary and artistic property reserved to nationals

(EEC Treaty, Art. 7)

1. Copyright and related rights fall, by reason in particular of their effects on intra-Community trade in goods
and services, within the scope of application of the Treaty, within the meaning of the first paragraph of
Article 7. The general principle of non-discrimination laid down by the first paragraph of Article 7 is
applicable to those rights, without there even being any need to connect them with the specific provisions of
Articles 30, 36, 59 and 66 of the Treaty.

2. The first paragraph of Article 7 of the Treaty must be interpreted as precluding the legislation of a Member
State from denying to authors and performers from other Member States, and those claiming under them, the
right, accorded by that legislation to the nationals of that State, to prohibit the marketing in its national
territory of a phonogram manufactured without their consent, where the performance was given outside its
national territory.

In prohibiting "any discrimination on the grounds of nationality" Article 7 requires each Member State to
ensure that persons in a situation governed by Community law be placed on a completely equal footing with
its own nationals and therefore precludes a Member State from making the grant of an exclusive right subject
to the requirement that the person concerned be a national of that State.

3. The first paragraph of Article 7 of the Treaty must be interpreted as meaning that the principle of
non-discrimination which it lays down may be directly relied upon before a national court by an author or
performer from another Member State, or by those claiming under them, in order to claim the benefit of the
protection reserved to national authors and performers.

In Joined Cases C-92/92 and C-326/92,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Landgericht Munchen I and by the
Bundesgerichtshof for a preliminary ruling in the proceedings pending before those courts between
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Phil Collins

and

Imtrat Handelsgesellschaft mbH,

and between

Patricia Im- und Export Verwaltungsgesellschaft mbH

Leif Emanuel Kraul

and

EMI Electrola GmbH,

on the interpretation of the first paragraph of Article 7 of the EEC Treaty,

THE COURT,

composed of: O. Due, President, F. Mancini, J.C. Moitinho de Almeida and D.A.O. Edward (Presidents of
Chambers), R. Joliet, F.A. Schockweiler, F. Grévisse, M. Zuleeg and J.L. Murray, Judges,

Advocate General: F.G. Jacobs,

Registrar: L. Hewlett,

after considering the written observations submitted

in Case C-92/92 on behalf of:

° Phil Collins, by Ulrike Hundt-Neumann, Rechtsanwalt, Hamburg,

° Imtrat, by Sabine Rojahn, Rechtsanwalt, Munich,

° the German Government, by Claus-Dieter Quassowski, Regierungsdirektor at the Federal Ministry of the
Economy, assisted by Alfred Dittrich, Regierungsdirektor at the Federal Ministry of Justice, acting as Agents,

° the United Kingdom, by John E. Collins, of the Treasury Solicitor' s Department, and by Nicholas Paines,
Barrister, acting as Agents,

° the Commission of the European Communities, by Henri Etienne, Principal Legal Adviser and Pieter van
Nuffel, of its Legal Service, acting as Agents,

in Case C-326/92 on behalf of:

° EMI Electrola, by Hartwig Ahlberg, Rechtsanwalt, Hamburg,

° Patricia GmbH and Mr Kraul, by Rudolf Nirk, Rechtsanwalt before the Bundesgerichtshof,

° the German Government, by Claus-Dieter Quassowski, Regierungsdirektor at the Federal Ministry of the
Economy and Alfred Dittrich, Regierungsdirektor at the Federal Ministry of Justice, acting as Agents,

° the Commission of the European Communities, by Henri Etienne, Principal Legal Adviser and Pieter van
Nuffel, of its Legal Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Phil Collins, Imtrat, represented by Sabine Rojahn and Kukuk,
Rechtsanwaelte, Munich, Patricia GmbH and Mr Kraul, represented by Daniel Marquard, Rechtsanwalt,
Hamburg, and of EMI Electrola and the Commission at the hearing on 19 May 1993,
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after hearing the Opinion of the Advocate General at the sitting on 30 June 1993,

gives the following

Judgment

Costs

36 The costs incurred by the German Government, the United Kingdom and the Commission of the European
Communities, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the action pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Landgericht Munchen I, by order of 4 March 1992 and by the
Bundesgerichtshof by order of 30 April 1992, hereby rules:

1. Copyright and related rights fall within the scope of application of the Treaty, within the meaning of the
first paragraph of Article 7; the general principle of non-discrimination laid down by that article is, therefore,
applicable to them.

2. The first paragraph of Article 7 of the Treaty must be interpreted as precluding the legislation of a Member
State from denying to authors and performers from other Member States, and those claiming under them, the
right, accorded by that legislation to the nationals of that State, to prohibit the marketing in its national
territory of a phonogram manufactured without their consent, where the performance was given outside its
national territory.

3. The first paragraph of Article 7 of the Treaty must be interpreted as meaning that the principle of
non-discrimination which it lays down may be directly relied upon before a national court by an author or
performer from another Member State, or by those claiming under them, in order to claim the benefits of
protection reserved to national authors and performers.

1 By order of 4 March 1992, received at the Court on the following 23 March and registered under number
C-92/92, the Landgericht Munchen I (Regional Court Munich I) referred to the Court for a preliminary ruling
under Article 177 of the EEC Treaty two questions on the interpretation of the first paragraph of Article 7 of
the EEC Treaty.

2 By order of 30 April 1992, received at the Court on the following 30 July and registered under number
C-326/92, the Bundesgerichtshof (Federal Supreme Court) also referred to the Court for a preliminary ruling
under Article 177 of the Treaty two questions on the interpretation of that same provision.

3 The questions which the Landgericht Muenchen I submitted in Case C-92/92 were raised in proceedings
between Phil Collins, singer and composer of British nationality, and a phonogram distributer, Imtrat
Handelsgesellschaft mbH ("Imtrat"), relating to the marketing, in Germany, of a compact disk containing the
recording, made without the singer' s consent, of a concert given in the United States.

4 According to Paragraphs 96(1) and 125(1) of the German Copyright Act of 9 September 1965
(Urheberrechtsgesetz, hereinafter "the UrhG") performing artists who have German nationality enjoy the
protection granted by Paragraphs 73 to 84 of the UrhG in respect of all their performances. In particular, they
may prohibit the distribution of those performances which are reproduced without their permission, irrespective
of the place of performance. In contrast, the effect of the provisions of Paragraph 125(2) to (6)

© An extract from a JUSTIS database



61992J0092 European Court reports 1993 Page I-05145 4

of the UrhG, relating to foreign performers, as interpreted by the Bundesgerichtshof and the
Bundesverfassungsgericht (Federal Constitutional Court), is that those performers cannot avail themselves of
the provisions of Paragraph 96(1), where the performance was given outside Germany.

5 Phil Collins applied to the Landgericht Muenchen I for an interim injunction prohibiting the marketing of
the compact disk in question. The national court considered that the provisions of Paragraph 125 of the UrhG
were applicable to the proceedings, to the exclusion, in particular, of the terms of the international Rome
Convention of 26 October 1961 for the Protection of Performers, Producers of Phonograms and Broadcasting
Organizations (Treaties Series, volume 496, No 7247), to which the United States, where the performance had
taken place, had not acceded. It questioned, however, the conformity of those national provisions with the
principle of non-discrimination laid down by the first paragraph of Article 7 of the Treaty.

6 In those circumstances, the Landgericht Muenchen I stayed the proceedings and referred the following
questions to the Court for a preliminary ruling:

"1. Is copyright law subject to the prohibition of discrimination laid down in the first Paragraph of Article
7 of the EEC Treaty?

2. If so: does that have the (directly applicable) effect that a Member State which accords protection to its
nationals for all their artistic performances, irrespective of the place of performance, also has to accord that
protection to nationals of other Member States, or is it compatible with the first paragraph of Article 7 to
attach further conditions (i.e. Paragraph 125(2) to (6) of the German Urheberrechtsgesetz of 9 September
1965) to the grant of protection to nationals of other Member States?"

7 In Case C-326/92 the questions were submitted by the Bundesgerichtshof in proceedings between EMI
Electrola GmbH ("EMI Electrola") and Patricia Im- und Export Verwaltungsgesellschaft mbH ("Patricia") and
its managing director, Mr Kraul, relating to the marketing, in Germany, of phonograms containing recordings
of shows given in Great Britain by Cliff Richard, a singer of British nationality, in 1958 and 1959.

8 EMI Electrola is the holder, in Germany, of exclusive rights to exploit the recordings of those shows. It
maintains that Patricia infringed its exclusive rights by marketing phonograms reproducing those recordings
without its consent.

9 The Bundesgerichtshof, before which the matter had come by way of an appeal on a point of law,
considered that the proceedings fell within the provisions of Paragraph 125(2) to (6) of the UrhG, to the
exclusion, in particular, of the terms of the Berne Convention for the Protection of Literary and Artistic
Works of 9 September 1886, as last revised by the Paris Act of 24 July 1971 (WIPO, vol. 287), which
concerns copyright in the strict sense, and not related performers' rights, and of the terms of the Rome
Convention, which in its view could not be applied retroactively to performances given in 1958 and 1959.

10 In the grounds for its order for reference the Bundesgerichtshof, which was aware of the questions referred
to the Court by the Landgericht Muenchen I, states that, in the absence of Community legislation and, save on
certain points, of harmonization of national laws, it did not appear to it that copyright and related rights fell
within the scope of application of Community law, and more particularly of Article 7 of the Treaty.

11 In those circumstances, the Bundesgerichtshof stayed the proceedings and referred the following questions
to the Court for a preliminary ruling:

"1. Is the national copyright law of a Member State subject to the prohibition of discrimination laid down
in the first paragraph of Article 7 of the EEC Treaty?
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2. If so, are the provisions operating in a Member State for the protection of artistic performances (Paragraph
125(2) to (6) of the Urheberrechtsgesetz) compatible with the first paragraph of Article 7 of the EEC Treaty if
they do not confer on nationals of another Member State the same standard of protection (national treatment)
as they do on national performers?"

12 Reference is made to the Report for the Hearing for a fuller account of the facts, the procedure and the
written observations submitted to the Court, which are mentioned or discussed hereinafter only in so far as is
necessary for the reasoning of the Court.

The subject-matter of the references for a preliminary ruling

13 In proceedings under Article 177 of the Treaty the Court may rule neither on the interpretation of national
laws or regulations nor on the conformity of such measures with Community law. Consequently, it may
neither interpret the provisions of the UrhG nor may it assess their conformity with Community law. The
Court may only provide the national court with criteria for interpretation based on Community law which will
enable that court to solve the legal problem with which it is faced (judgment in Joined Cases 91 and 127/83
Heineken Brouwerijen v Inspecteurs der Vennootschapsbelasting, Amsterdam and Utrechts [1984] ECR 3435,
paragraph 10).

14 The orders for reference mention the national rules applicable to copyright, and also Paragraph 125 of the
UrhG which governs the rights of performers, known as "rights related to copyright". It is not for the Court to
determine within which of those two categories of rights the disputes in the main proceedings fall. As the
Commission has proposed, the questions referred to the Court should be regarded as relating to the rules
which apply to both of those categories of rights.

15 Those questions concern the first paragraph of Article 7 of the Treaty which lays down the general
principle of non-discrimination on the grounds of nationality. As is expressly provided in that paragraph, the
prohibition of discrimination contained in it applies only within the scope of application of the Treaty.

16 The questions referred to the Court must accordingly be regarded as seeking, essentially, to ascertain:

° whether copyright and related rights fall within the scope of application of the Treaty within the meaning of
the first paragraph of Article 7, and consequently, if the general principle of non-discrimination laid down by
that article applies to those rights;

° if so, whether the first paragraph of Article 7 of the Treaty precludes the legislation of a Member State
from denying to authors or performers from other Member States, and those claiming under them, the right,
accorded by that legislation to the nationals of that State, to prohibit the marketing, in its national territory, of
a phonogram manufactured without their consent, where the performance was given outside its national
territory;

° whether the first paragraph of Article 7 of the Treaty may be directly relied upon before a national court by
an author or performer from another Member State, or by those claiming under them, in order to claim the
benefit of the protection reserved to nationals.

The application of the provisions of the Treaty to copyright and related rights

17 The Commission, the German Government, the United Kingdom, Phil Collins and EMI Electrola maintain
that copyright and related rights, inasmuch as they constitute, in particular, economic rights which determine
the conditions in which an artist' s works and performances may be exploited in return for payment, fall
within the scope of application of the Treaty; this, they maintain, is apparent, moreover, from the judgments
of the Court in which Articles 30, 36, 59, 85 and 86 of the Treaty were applied to those rights, and also from
the intense legislative activity of which those rights are the subject within the Communities. On the rare
occasions where a specific provision
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of the Treaty does not apply, the general principle of non-discrimination laid down by the first paragraph of
Article 7 of the Treaty, must, in any event, do so.

18 Imtrat maintains, to the contrary, that the conditions for the grant of copyright and related rights, which
concern the existence, and not the exercise, of those rights, do not, according to Article 222 of the Treaty and
well-established case law of the Court, fall within the scope of application of the Treaty. Taking up the
findings of the Bundesgerichtshof on that point, Patricia and Mr Kraul submit in particular that at the material
time in the main proceedings copyright and related rights were not, in the absence of Community rules or
harmonization measures, governed by Community law.

19 As Community law now stands, and in the absence of Community provisions harmonizing national laws, it
is for the Member States to establish the conditions and detailed rules for the protection of literary and artistic
property, subject to observance of the applicable international conventions (see the judgment in Case 341/87
EMI Electrola v Patricia Im- und Export and Others [1989] ECR 79, paragraph 11).

20 The specific subject-matter of those rights, as governed by national legislation, is to ensure the protection
of the moral and economic rights of their holders. The protection of moral rights enables authors and
performers, in particular, to object to any distortion, mutilation or other modification of a work which would
be prejudicial to their honour or reputation. Copyright and related rights are also economic in nature, in that
they confer the right to exploit commercially the marketing of the protected work, particularly in the form of
licences granted in return for payment of royalties (see the judgment in Joined Cases 55/80 and 57/80
Musik-Vertrieb membran v GEMA [1981] ECR 147, paragraph 12).

21 As the Court pointed out in the last-mentioned judgment (paragraph 13), whilst the commercial exploitation
of copyright is a source of remuneration for the owner, it also constitutes a form of control of marketing,
exercisable by the owner, the copyright management societies and the grantees of licences. From this point of
view, the commercial exploitation of copyright raises the same problems as does the commercial exploitation
of any other industrial and commercial property right.

22 Like the other industrial and commercial property rights, the exclusive rights conferred by literary and
artistic property are by their nature such as to affect trade in goods and services and also competitive
relationships within the Community. For that reason, and as the Court has consistently held, those rights,
although governed by national legislation, are subject to the requirements of the Treaty and therefore fall
within its scope of application.

23 Thus they are subject, for example, to the provisions of Articles 30 and 36 of the Treaty relating to the
free movement of goods. According to the case-law of the Court, musical works are incorporated into
phonograms which constitute goods the trade in which, within the Community, is governed by the above
provisions (see, to that effect, the judgment in Musik-Vertrieb membran, cited above, paragraph 8).

24 Furthermore, the activities of copyright management societies are subject to the provisions of Articles 59
and 66 of the Treaty relating to the freedom to provide services. As the Court stated in its judgment in Case
7/82 GVL v Commission [1983] ECR 483, paragraph 39, those activities should not be conducted in such a
way as to impede the free movement of services, and particularly the exploitation of performers' rights, to the
extent of partitioning the common market.

25 Finally, the exclusive rights conferred by literary and artistic property are subject to the provisions of the
Treaty relating to competition (see judgment in Case 78/70 Deutsche Grammophon v Metro [1971] ECR 487).

© An extract from a JUSTIS database



61992J0092 European Court reports 1993 Page I-05145 7

26 It is, moreover, precisely in order to avoid the risk of hindrances to trade and the distortion of competition
that the Council has, since the disputes in the main proceedings arose, adopted Directive 92/100/EEC of 19
November 1992 on rental right and lending right and on certain rights related to copyright in the field of
intellectual property, on the basis of Article 57(2) and Articles 66 and 100a of the Treaty (OJ 1992 L 346, p.
61).

27 It follows that copyright and related rights, which by reason in particular of their effects on
intra-Community trade in goods and services, fall within the scope of application of the Treaty, are necessarily
subject to the general principle of non-discrimination laid down by the first paragraph of Article 7 of the
Treaty, without there even being any need to connect them with the specific provisions of Articles 30, 36, 59
and 66 of the Treaty.

28 Accordingly, it should be stated in reply to the question put to the Court that copyright and related rights
fall within the scope of application of the Treaty within the meaning of the first paragraph of Article 7; the
general principle of non-discrimination laid down by that article therefore applies to those rights.

Discrimination within the meaning of the first paragraph of Article 7 of the Treaty

29 Imtrat and Patricia maintain that the differentiation which is made between German nationals and nationals
of the other Member States in the cases referred to it by the national courts is objectively justified by the
disparities which exist between national laws and by the fact that not all Member States have yet acceded to
the Rome Convention. That differentiation is not, in those circumstances, contrary to the first paragraph of
Article 7 of the Treaty.

30 It is undisputed that Article 7 is not concerned with any disparities in treatment or the distortions which
may result, for the persons and undertakings subject to the jurisdiction of the Community, from divergences
existing between the laws of the various Member States, so long as those laws affect all persons subject to
them, in accordance with objective criteria and without regard to their nationality (judgment in Case 14/68
Wilhelm v Bundeskartellamt [1969] ECR 1, paragraph 13).

31 Thus, contrary to what Imtrat and Patricia maintain, neither the disparities between the national laws
relating to the protection of copyright and related rights nor the fact that not all Member States have yet
acceded to the Rome Convention can justify a breach of the principle of non-discrimination laid down by the
first paragraph of Article 7 of the Treaty.

32 In prohibiting "any discrimination on the grounds of nationality", Article 7 of the Treaty requires, on the
contrary, that persons in a situation governed by Community law be placed on a completely equal footing
with nationals of the Member State concerned (judgment in Case 186/87 Cowan v Trésor Public [1989] ECR
195, paragraph 10). In so far as that principle is applicable, it therefore precludes a Member State from
making the grant of an exclusive right subject to the requirement that the person concerned be a national of
that State.

33 Accordingly, it should be stated in reply to the question put to the Court that the first paragraph of Article
7 of the Treaty must be interpreted as precluding legislation of a Member State from denying, in certain
circumstances, to authors and performers from other Member States, and those claiming under them, the right,
accorded by that legislation the nationals of that State, to prohibit the marketing, in its national territory of a
phonogram manufactured without their consent, where the performance was given outside its national territory.

The effects of the first paragraph of Article 7 of the Treaty

34 The Court has consistently held that the right to equal treatment laid down by the first paragraph of
Article 7 of the Treaty, is conferred directly by Community law (judgment in Cowan, cited above,
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paragraph 11). That right may, therefore, be relied upon before a national court as the basis for a request that
it disapply the discriminatory provisions of a national law which denies to nationals of other Member States
the protection which they accord to nationals of the State concerned.

35 Accordingly, it should be stated in reply to the question put to the Court that the first paragraph of Article
7 of the Treaty should be interpreted as meaning that the principle of non-discrimination which it lays down
may be directly relied upon before a national court by an author or performer from another Member State, or
by those claiming under them, in order to claim the benefit of protection reserved to national authors and
performers.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)1995.

Bureau Européen des Médias de l'Industrie Musicale v Commission of the European Communities.
Competition - Copyright - Regulation No 17 - Rejection of a complaint - Obligations regarding the

investigation of complaints - Community interest.
Case T-114/92.

++++

1. Actions for annulment ° Natural or legal persons ° Interest in asking the Commission to ascertain an
infringement of the Community competition rules ° Interest in bringing an action against the Commission' s
refusal ° Association of undertakings acting in defence of the general interests of a category of economic
agents ° Admissibility ° Conditions

(EC Treaty, Art. 173, fourth para.; Council Regulation No 17, Art. 3(2)(b))

2. Acts of the institutions ° Statement of reasons ° Obligation ° Scope ° Decision implementing competition
rules

(EC Treaty, Art. 190; Council Regulation No 17, Art. 3)

3. Competition ° Administrative procedure ° Examination of complaints ° Commission' s obligation to adopt a
decision as to the existence of an infringement ° None

(EC Treaty, Arts 85 and 86)

4. Competition ° Administrative procedure ° Examination of complaints ° Consideration of the Community
interest in investigating a case ° Review by the Court ° Limits

(EC Treaty, Arts 85 and 86)

5. Competition ° Administrative procedure ° Examination of complaints ° Consideration of the Community
interest in investigating a case ° Criteria for assessment of that interest

(EC Treaty, Arts 85 and 86)

1. Natural or legal persons who are entitled to submit an application under Article 3(2)(b) of Regulation No
17 calling on the Commission to ascertain an infringement of Articles 85 and 86 of the Treaty may, if their
request is not complied with either wholly or in part, institute proceedings in order to protect their legitimate
interests. Thus, an association of undertakings must be regarded as having a sufficient interest in bringing
proceedings before the Court against the Commission decision rejecting its application, provided that it had a
legitimate interest in submitting that application.

An association of undertakings has a legitimate interest in lodging a complaint even if it is not directly
concerned, as an undertaking operating in the relevant market, by the conduct complained of, provided
however that, first, it is entitled to represent the interests of its members and, secondly, the conduct
complained of is liable adversely to affect those interests.

2. The statement of reasons on which a decision adversely affecting a person is based must, first, be such as
to enable the person concerned to ascertain the matters justifying the measure adopted so that, if necessary, he
can defend his rights and verify whether the decision is well founded and, secondly, enable the Community
judicature to exercise its power of review. However, the Commission is not obliged, in stating the reasons for
the decisions which it takes to ensure the application of the competition rules, to adopt a position on all the
arguments relied on by the persons concerned in support of their application for a finding of an infringement
of those rules; it need only set out the facts and legal considerations which are of decisive importance in the
context of the decision.
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A statement of the reasons for a Commission decision rejecting a complaint comprising three allegations,
which deals with two of those allegations but does not disclose why the complaint was rejected in respect of
the third allegation, does not meet the requirements of Article 190 of the Treaty.

3. Articles 85(1) and 86 of the Treaty produce direct effects in relations between individuals and create direct
rights for individuals which the national courts must safeguard. In view of that division of powers between the
Commission and the national courts and of the resulting protection available to individuals before the national
courts, it must be concluded that Article 3 of Regulation No 17 does not confer upon a person who lodges an
application under that article the right to obtain from the Commission a decision, within the meaning of
Article 189 of the EC Treaty, regarding the existence or otherwise of an infringement of the abovementioned
provisions of the Treaty, even if the Commission has become persuaded that such an infringement has
occurred. The position would be different only if the complaint fell within the exclusive purview of the
Commission, as in the case of the withdrawal of an exemption granted under Article 85(3) of the Treaty.

4. Where the Commission rejects, on the ground of lack of a Community interest, an application for a finding
of an infringement under Article 3 of Regulation No 17, the review of legality which the Community
judicature must undertake focuses on whether or not the contested decision is based on materially incorrect
facts or is vitiated by an error of law, a manifest error of appraisal or misuse of powers

5. The Commission is entitled to reject a complaint where it finds, either before commencing an investigation
or after taking investigative measures, that the case does not display sufficient Community interest to justify
further investigation of it. In order to assess that interest, the Commission must take account of the
circumstances of the case and in particular the matters of fact and law to which its attention is drawn. It must,
in particular, balance the significance of the alleged infringement as regards the functioning of the Common
Market, the probability of its being able to establish the existence of the infringement and the extent of the
investigative measures required for it to perform, under the best possible conditions, its task of making sure
that Articles 85 and 86 of the Treaty are complied with. The fact that a national court or national competition
authority is already dealing with a case concerning the compatibility of an agreement or practice with Article
85 or 86 of the Treaty is a factor which the Commission may take into account in evaluating the extent to
which a case displays a Community interest.

In particular, where the effects of the infringements alleged in a complaint are essentially confined to the
territory of one Member State and where proceedings in respect of those infringements have been brought
before the courts and competent administrative authorities of that Member State by the complainant, the
Commission is entitled to reject the complaint through lack of a Community interest, provided however that
the rights of the complainant can be adequately safeguarded by the national courts ° which presupposes that
the latter are in a position to gather the factual information necessary in order to determine whether the
practices at issue constitute an infringement of the abovementioned provisions of the Treaty.

In Case T-114/92,

Bureau Européen des Médias de l' Industrie Musicale (BEMIM), an association governed by French law,
established in Paris, represented by Michel Gautreau, of the Paris Bar, with an address for service in
Luxembourg at the Chambers of Rita Reichling, 11 Boulevard Royal,

applicant,

v

Commission of the European Communities, represented by Julian Currall, of its Legal service,

© An extract from a JUSTIS database



61992A0114 European Court reports 1995 Page II-00147 3

and by Géraud de Bergues, a national civil servant seconded to the Commission, acting as Agents, with an
address for service in Luxembourg at the office of Georgios Kremlis, also of the Commission' s Legal Service,
Wagner Centre, Kirchberg,

defendant,

APPLICATION for the annulment of the Commission Decision of 20 October 1992 rejecting the application
made by the applicant under Article 3(2) of Council Regulation No 17 of 6 February 1962, First Regulation
implementing Articles 85 and 86 of the Treaty (OJ, English Special Edition 1959-62, p. 87), concerning the
conduct of the Société des Auteurs, Compositeurs et Editeurs de Musique,

THE COURT OF FIRST INSTANCE (Second Chamber),

composed of: J.L. Cruz Vilaça, President of the Chamber, C.P. Briet, A. Kalogeropoulos, D.P.M. Barrington
and A. Saggio, Judges,

Registrar: H. Jung,

having regard to the written procedure and further to the hearing on 18 May 1994,

gives the following

Judgment

Costs

95 Under Article 87(3) of the Rules of Procedure, the Court of First Instance may order that the costs be
shared or that each party bear its own costs if each party succeeds on some and fails on other heads. Since
the applicant and the Commission have succeeded or failed on one or more heads, the Commission should be
ordered to bear its own costs and to pay one half of the applicant' s costs.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Annuls the Commission decision of 20 October 1992 in so far as it rejects the applicant' s allegation that
the market has been partitioned as a result of an alleged agreement between Société des Auteurs,
Compositeurs et Editeurs de Musique and the copyright-management societies in the other Member States;

2. Dismisses the remainder of the application;

3. Orders the Commission to bear its own costs and to pay one half of the applicant' s costs, the applicant to
bear the other half of its costs.

1 On 4 February 1986, the applicant, which represents a number of discothèque operators, submitted to the
Commission under Article 3(2) of Council Regulation No 17 of 6 February 1962, First Regulation
implementing Articles 85 and 86 of the Treaty (OJ, English Special Edition 1959-62, p. 87, hereinafter
"Regulation No 17"), an application for a finding that Société des Auteurs, Compositeurs et Editeurs de
Musique (hereinafter "SACEM"), the society which manages copyright in musical works in France, had
infringed Articles 85 and 86 of the EEC Treaty. The Commission received numerous such complaints between
1979 and 1988.

2 The complaint lodged by the applicant contains, essentially, the following allegations:
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° the societies which manage copyright in musical works in the various Member States share the market
amongst themselves by concluding reciprocal representation contracts under which copyright societies are
prohibited from dealing directly with users established on the territory of another Member State;

° the royalty of 8.25% of turnover charged by SACEM is excessive by comparison with the rates of royalty
paid by discothèques in the other Member States; that rate, which the applicant claims is abusive and
discriminatory, is not used to pay the management societies represented, in particular the foreign societies, but
accrues exclusively to SACEM, which passes on derisory sums to those whom it represents;

° SACEM refuses to allow use of its foreign repertoire alone, every user being required to acquire its entire
repertoire, both French and foreign.

3 In response to the complaints received by it, the Commission undertook investigations, requesting
information under Article 11 of Regulation No 17.

4 The investigation was suspended following requests for preliminary rulings submitted to the Court of Justice,
between December 1987 and August 1988, by the Appeal Courts of Aix-en-Provence and Poitiers and the
Tribunal de Grande Instance, Poitiers, in which the issues raised included criticism, in relation to Articles 85
and 86 of the Treaty, of the level of the royalties charged by SACEM, the conclusion of reciprocal
representation agreements between national copyright-management societies and the fact that the representation
contracts entered into between SACEM and the French discothèques were all-embracing, covering the entire
repertoire. In its judgments of 13 July 1989 in Case 395/87 Ministère Public v Tournier [1989] ECR 2521 and
Joined Cases 110/88, 241/88 and 242/88 Lucazeau and Others v SACEM and Others [1989] ECR 2811, the
Court held, inter alia, that "Article 85 of the EEC Treaty must be interpreted as prohibiting any concerted
practice by national copyright-management societies of the Member States having as its object or effect the
refusal by each society to grant direct access to its repertoire to users established in another Member State"
and that "Article 86 of the Treaty must be interpreted as meaning that a national copyright-management
society holding a dominant position in a substantial part of the common market imposes unfair trading
conditions where the royalties which it charges to discothèques are appreciably higher than those charged in
other Member States, the rates being compared on a consistent basis. That would not be the case if the
copyright-management society in question were able to justify such a difference by reference to objective and
relevant dissimilarities between copyright management in the Member State concerned and copyright
management in the other Member States."

5 Following those judgments, the Commission resumed its investigations, more particularly with regard to the
differences in the levels of royalties charged by the various copyright-management societies in the Community.
With a view to establishing a consistent basis of comparison, it devised five notional standard categories of
discothèque. It then sent requests for information under Article 11 of Regulation No 17 to the
copyright-management societies in the various Member States regarding the royalties that would be payable by
those different types of discothèque on the basis of the tariffs applied by them before and after the
abovementioned judgments of the Court of Justice.

6 The results of the Commission' s investigation were set out in a report dated 7 November 1991. It refers
first to the dicta of the Court in its judgments in Tournier and Lucazeau and draws attention to the difficulties
of comparing the royalties charged in the different Member States on the basis of standard categories of
discothèques. The report goes on to say that, prior to 1 January 1990, SACEM' s tariffs differed considerably
from those charged by the other copyright-management societies, with the exception of the Italian society. The
report expresses doubts regarding the two explanations given by SACEM to justify the difference, namely,
first, the fact that there was a tradition in France of paying very high copyright fees and, secondly, that a
very strict
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approach was taken in verifying which works were performed in order to determine to whom the royalties
should be paid. The report also indicates that, after 1 January 1990, the royalties charged in France and Italy
continued to be appreciably higher than those charged in the other Member States. Finally, the report
considers whether SACEM accords to French discothèques different treatment which may fall within the scope
of Article 86 of the Treaty, and found that there were differences in the rates of royalties charged and in the
conditions under which discounts were granted.

7 On 18 December 1991 the applicant formally requested the Commission under Article 175 of the EEC
Treaty to define its position concerning the applicant' s complaint.

8 On 20 January 1992 the Commission informed the applicant, pursuant to Article 6 of Commission
Regulation No 99/63/EEC of 25 July 1963 on the hearings provided for in Article 19(1) and (2) of Council
Regulation No 17 (OJ, English Special Edition 1963-4, p. 47, hereinafter "Regulation No 99/63"), that it
intended to reject the applicant' s complaint. A copy of the report of 7 November 1991 was enclosed with its
letter.

9 The Commission states inter alia, in the part of its letter of 20 January 1992 entitled "legal assessment", that
"at the present stage, the investigation provides no basis for concluding that the conditions for the application
of Article 86 are fulfilled with regard to the level of the tariffs at present applied by SACEM". The part of
the letter of 20 January 1992 entitled "Conclusions" reads as follows:

"In conclusion, pursuant to Article 6 of Commission Regulation No 17 No 99/63, I have the honour hereby
to inform you that, having regard to the principles of subsidiarity and decentralization and in view of the
fact that, because the practices criticized in your complaint are essentially national, there is no Community
interest involved and the fact that the matter is at present before a number of French courts, the
Commission does not consider that the information contained in your complaint is such as to enable it to
respond favourably thereto.

The Commission will forward to the French judicial and administrative authorities which have asked it to do
so a copy of the report prepared by its staff comparing the rates of royalties charged in the Community and
considering the question of discrimination between different users within the French market."

10 On 20 March 1992 the applicant submitted its observations on the letter of 20 January 1992. It asked the
Commission to pursue the investigation and to send a statement of objections to SACEM.

11 The applicant was notified by letter of 20 October 1992 from the Member of the Commission responsible
for competition that its complaint had been definitively rejected.

12 Paragraphs 1 to 3 of the letter refer to the previous correspondence between the Commission and the
complainant and paragraph 4 indicates that the letter contains the Commission' s final decision. Paragraph 5
indicates that the Commission does not intend acting further on the complaint, for the reasons already set out
in its letter of 20 January 1992.

13 In paragraphs 6 to 13 of its letter the Commission responds to the main arguments put forward by the
applicant in its observations on the letter of 20 January 1992. After stating that the matter is not of any
particular importance to the functioning of the common market and therefore that there is no sufficient
Community interest in further investigation of it, the Commission points out, referring in particular to the
judgment of the Court of First Instance in Case T-24/90 Automec v Commission [1992] ECR II-2223
(hereinafter "Automec II"), paragraph 88, that the commencement of proceedings before national courts may
be a factor to be taken into consideration in order to justify a decision not to proceed with a case. In response
to the applicant' s argument that the position taken by the Commission amounts to inappropriate recourse to
the principle of subsidiarity,
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the Commission emphasizes that the course followed represents not the abandonment of all and any official
action but rather a choice, as between the competent authorities, of those which are best placed to deal with
the issues involved. It states that only the national courts have jurisdiction to award damages and that, in its
report of 7 November 1991, it provided them with the information needed to compare the tariffs of the
various national copyright-management societies. In that regard, the Commission considers that the use of that
report by the national courts as evidence is not restricted by its obligation to safeguard business secrets since
the requests which it sent to the various national copyright-management societies were concerned not with the
levels of the tariffs in force, which by their nature are already in the public domain, but with a comparison of
the practical results of applying those tariffs to five types of discothèque. Replying next to the applicant' s
criticisms concerning its failure to define its position regarding the period prior to 1 January 1990, the
Commission maintains that it is not required to consider whether any infringements of the competition rules
occurred in the past, since the main purpose of such an examination would be to facilitate the award of
damages by the national courts. In response to the arguments advanced concerning the existence of a
restrictive agreement between the various national copyright-management societies, it states that, whilst the
existence of such an agreement, of which it has been unable to find any solid evidence, cannot be ruled out,
it is apparent, on the other hand, that precise effects cannot be attributed to it regarding tariffs, some of which
went down and some up following the Tournier and Lucazeau judgments. With regard, finally, to the
applicant' s observations alleging the existence of an agreement between SACEM and certain syndicates of
discothèque operators, the Commission considers that if such an agreement existed its effects were necessarily
limited to French territory.

14 In paragraph 14 of its decision the Commission informs the applicant that the application made by it under
Article 3(2) of Regulation No 17 has been "rejected and referred to the national courts".

Procedure before the Court and forms of order sought

15 Those were the circumstances in which, by application received at the Registry of the Court of First
Instance on 24 December 1992, the applicant brought the present action.

16 The written procedure followed the normal course and was concluded on 16 June 1993.

17 Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (Second Chamber) decided to
open the oral procedure without any preparatory inquiry. At the Court' s request, the defendant produced a
number of documents and answered a number of written questions.

18 The parties presented oral argument and answered questions put to them orally by the Court at the public
hearing on 18 May 1994.

19 The applicant claims that the Court should:

° declare

° that the applicant is entitled to obtain the annulment of the Commission decision of 20 October 1992 in that
the Commission failed to give a ruling on the factual points contained in the report of its investigation dated 7
November 1991 in the light of the principles laid down in Articles 85 and 86 of the Treaty, as interpreted by
the Tournier and Lucazeau judgments;

° that the contractual practices of SACEM are based on the complete partitioning of the national markets in
relation to the grant of copyright in music;

° that the Community interest under the guidelines in the judgments of the Court of Justice requires
examination of the reciprocal representation agreements between all the collective copyright-management
societies in Europe and of the contracts making available to music broadcasting undertakings all or part of the
protected repertoires of which they request the use for broadcasting to their customers;
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and that the Commission should draw up a report for that purpose enabling standard agreements to be
concluded safeguarding the interests of copyright holders and those of undertakings exploiting their works,
whilst ensuring that French discothèques have free access to the collective management society of their choice;

° exonerate the applicant from the costs and expenses it is likely to incur in the event that its application it
dismissed as inadmissible or unfounded.

20 The Commission contends that the Court should:

° dismiss the application;

° order the applicant to pay the costs.

Admissibility

Summary of the parties' arguments

21 First, the Commission queries the applicant' s interest in bringing proceedings since any adverse effect
which might result from the decision would affect not the applicant, which is an association of undertakings,
but the discothèque operators which make up its membership.

22 Secondly, and without prejudice to the question of the applicant' s interest in bringing proceedings, the
Commission considers that the action is admissible only to the extent to which it seeks annulment of the
decision rejecting its complaint. Referring to the judgments of the Court of Justice in Case 53/85 AKZO
Chemie and Others v Commission [1986] ECR 1965 and of the Court of First Instance in Case T-16/91
Rendo and Others v Commission [1992] ECR II-2417, the Commission maintains that the Community
judicature has no jurisdiction to issue directions in connection with a review of legality of an act under Article
173 of the EC Treaty and that therefore the claim that the Court of First Instance should order the
Commission to draw up a report "enabling standard agreements to be drawn up safeguarding the rights of
copyright holders and those of undertakings exploiting works, whilst ensuring that French discothèques have
free access to the collective-management societies of their choice" is inadmissible.

23 As regards the first plea of inadmissibility, the applicant considers that the Commission' s argument is
untenable since, throughout the administrative procedure, it treated the applicant as the agent of all its
members in dealings with SACEM. The applicant adds that, like all other syndicates of discothèque operators,
it can properly aspire to entering into an agreement with SACEM and that it therefore has a direct interest in
ensuring that the various tariffs applied by SACEM are beyond criticism under Article 86.

24 As regards the second plea of inadmissibility, the applicant replies that the Court of First Instance, by
asking the Commission to draw up the report concerned, would merely be verifying the existence of the
Community interest attaching to its complaint. It would not be issuing a direction to the Commission but
indicating how its judgment was to be put into effect.

The findings of the Court

The applicant' s interest in bringing proceedings

25 On 4 February 1986, the applicant, an association representing a number of discothèque operators,
submitted to the Commission under Article 3(2)(b) of Regulation No 17 an application for a finding of an
infringement of Articles 85 and 86 of the Treaty. Pursuant to that article, "natural or legal persons who claim
a legitimate interest" are entitled to submit such an application.

26 As regards the applicant' s interest in bringing proceedings against the decision rejecting its complaint, it
should be borne in mind that the Court of Justice and Court of First Instance
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have consistently held that natural or legal persons who are entitled to submit an application under Article
3(2)(b) of Regulation No 17 should be able, if their request is not complied with either wholly or in part, to
institute proceedings in order to protect their legitimate interests (judgments of the Court of Justice in Case
26/76 Metro v Commission [1977] ECR 1875, paragraph 13, Case 210/81 Demo-Studio Schmidt v
Commission [1983] ECR 3045, paragraph 14, and of the Court of First Instance in Case T-37/92 BEUC and
NCC v Commission [1994] ECR II-285, paragraph 36).

27 It follows that if, in the present case, the applicant had a legitimate interest in submitting an application to
the Commission under Article 3(2)(b) of Regulation No 17, it must be regarded as having a sufficient interest
in bringing proceedings against the Commission decision rejecting its application.

28 The Court considers that an association of undertakings may claim a legitimate interest in lodging a
complaint even if it is not directly concerned, as an undertaking operating in the relevant market, by the
conduct complained of, provided however that, first, it is entitled to represent the interests of its members and,
secondly, the conduct complained of is liable adversely to affect the interests of its members. Moreover,
certain procedural advantages accrue to the Commission as a result of the right of associations of undertakings
to lodge complaints in defence of the interests of their members collectively, in that the risk that the
Commission will receive a large number of individual complaints criticizing the same conduct is reduced.

29 In the present case, this Court finds, first, that the applicant' s objects, as set out in its statutes, include
"promoting the creation of musical works by ensuring that they reach the public" (Article II). Its statutes
expressly provide that it "shall represent the interests of its members both in relations with the public
authorities and the government and in legal proceedings" (Article III(7)). The Court also notes from the
documents before it that the conduct criticized in the applicant' s complaint is all of such a kind as to harm
the interests of the discothèques making up its membership.

30 In those circumstances, the Court considers that the applicant had a legitimate interest in submitting to the
Commission an application under Article 3(2)(b) of Regulation No 17. Accordingly, by virtue of the case-law
cited above, the applicant has an interest in bringing proceedings against the Commission' s decision rejecting
its application.

The admissibility of the various claims made in the application

31 The applicant seeks, first, the annulment of the Commission' s decision contained in its letter of 20
October 1992. The applicant then asks the Court to make various findings of a general nature and to direct
the Commission to draw up a new report.

32 As regards the claim that the decision contained in the letter of 20 October 1992 should be annulled, it
should be noted that in that letter the Commission rejected the applicant' s complaint after taking cognizance
of the observations submitted by the applicant following a communication under Article 6 of Regulation No
99/63. It is a final decision, forming part of the third stage of the procedure for the investigation of
complaints, as analysed by this Court in its judgment in Case T-64/89 Automec v Commission [1990] ECR
II-367, paragraph 47, (hereinafter "Automec I"), and can be the subject of proceedings.

33 As regards the other heads of claim, it must be remembered that, in an action for annulment under Article
173 of the Treaty, the jurisdiction of the Community judicature is limited to reviewing the legality of the
contested act. If the action is well founded, the Court, acting in pursuance of Article 174 of the EC Treaty,
declares the act to be void. Under Article 176 of the EC Treaty, it is incumbent on the institution whose act
has been declared void ° and not the Community judicature ° to take the necessary measures to comply with
the judgment.
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34 It follows that the claims that the Court should make certain findings of a general nature and issue a
direction to the Commission are inadmissible since they fall outside the jurisdiction conferred on the Court of
First Instance in an action for annulment.

35 It follows from the foregoing considerations that the action is admissible only in so far as it seeks the
annulment of the Commission decision of 20 October 1992 rejecting the applicant' s complaint. For the rest,
the application must be dismissed as inadmissible.

Substance

36 The applicant puts forward, essentially, three pleas in law in support of its application. The first alleges
infringement of Article 190 of the EC Treaty, in that the contested decision is not supported by an adequate
statement of the reasons on which it is based. The second plea alleges infringement of Article 3 of Regulation
No 17, in that the Commission failed to characterize the tariff practices of SACEM described in its report of
7 November 1991. In its third plea, the applicant claims that the contested decision is vitiated by an error of
law and a manifest error of appraisal such as to render it void.

The plea as to infringement of Article 190 of the Treaty

Summary of the parties' arguments

37 First, the applicant claims that the Commission did not give a decision on the allegation concerning the
reciprocal representation contracts concluded between the copyright-management societies in the various
Member States, whose effect, it submits, is to deny French discothèques direct access to the repertoire of the
copyright-management societies of the other Member States. Thus, by merely concerning itself with the
problems relating to Article 86 of the Treaty, the Commission, in the applicant' s view, did not sufficiently
state its reasons for rejecting that part of its application which related to Article 85 of the Treaty. It also
claims that a restrictive agreement exists at present amongst the various national copyright-management
societies within the Groupement Européen des Sociétés d' Auteurs et de Compositeurs (hereinafter "GESAC")
to increase the tariffs in the various Member States, with a view to eliminating any significant difference
between copyright tariffs at European level.

38 Secondly, the applicant maintains that the Commission also failed to examine the allegation of
discriminatory treatment of discothèques by SACEM. Although SACEM changed the structure of its tariffs
following the Tournier and Lucazeau judgments, the discrimination still exists. The applicant claims that
SACEM at present invoices discothèques that are members of the applicant on the basis of a tariff requiring
payment of 6.05% of their receipts whereas the tariff applicable to discothèques that are members of
privileged syndicates requires payment of 4.63% of their receipts.

39 The Commission replies that it undertook an appropriate and careful examination of the complaints in
accordance with the principles laid down by the Court of First Instance in Automec II. It considers that its
statement of the reasons on which its decision is based is sufficient to enable the persons concerned to defend
their interests and the Court to carry out its review of legality and therefore that it meets the requirements laid
down in that regard by the Court of Justice and the Court of First Instance (judgment of the Court of First
Instance in Case T-1/89 Rhône Poulenc v Commission [1991] ECR II-867). It also states that the Court of
Justice and the Court of First Instance have consistently held that it is not required to give its views on all
the arguments put forward by the persons concerned in support of their application and that it need merely set
out the facts and legal considerations which are of decisive importance in the context of the decision
(judgments of the Court of Justice in Joined Cases 43 and 62/82 VBVB and VBBB v Commission [1984]
ECR 19 and of the Court of First Instance in Case T-44/90 La Cinq v Commission [1992] ECR II-1).
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40 As regards the application of Article 85(1) of the Treaty and, in particular, the fact that discothèques are
not able to have direct access to the repertoires of copyright-management societies in other Member States, the
Commission considers that, in the absence of any solid evidence of an infringement, it cannot be criticized for
not undertaking investigative measures. As regards the alleged differences of treatment by SACEM in granting
a preferential tariff and certain discounts, that matter was discussed in the report of 7 November 1991, which
must be read in conjunction with the contested decision.

The findings of the Court

41 It has been consistently held that the statement of reasons on which a decision adversely affecting a person
is based must, first, be such as to enable the person concerned to ascertain the matters justifying the measure
adopted so that, if necessary, he can defend his rights and verify whether the decision is well founded and,
secondly, enable the Community judicature to exercise its power of review as to the legality of the decision
(judgments of the Court of Justice in La Cinq, cited above, paragraph 42, and Case T-7/92 Asia Motor France
and Others v Commission [1993] ECR II-669, paragraph 30). In that connection, the Commission is not
obliged, in stating the reasons for the decisions which it takes to ensure the application of the competition
rules, to adopt a position on all the arguments relied on by the persons concerned but need only set out the
facts and legal considerations which are of decisive importance in the context of the decision (judgments of
the Court of Justice in Case 55/69 Cassella v Commission [1972] ECR 887, paragraph 22, VBVB and VBBB,
cited above, paragraph 22, and of the Court of First Instance in La Cinq, cited above, paragraph 41, and Asia
Motor France, cited above, paragraph 31).

42 It must be borne in mind that the complaint lodged by the applicant contained, essentially, three
allegations. The first concerned sharing of the market ° and the resultant total partitioning of it ° between the
copyright-management societies of the various Member States by means of the conclusion of reciprocal
representation contracts. In view of the fact that the restrictions of competition mentioned in that allegation
derive from the existence of an agreement between undertakings, the Court considers that, in the absence of
any indication to the contrary, that allegation must be regarded as being based on Article 85(1) of the Treaty.
The second and third allegations concerned, respectively, the excessive and discriminatory nature of the rates
of royalties charged by SACEM and the latter' s refusal to allow discothèques to use only the foreign
repertoire. The Court considers that the latter two allegations must be regarded as being based, in the absence
of any indication that the contested practices resulted from any agreement or concerted practice, on Article 86
of the Treaty.

43 The Court notes, first, that the letter of 20 October 1992 rejected the applicant' s complaint in its entirety.
Paragraph 14 of the contested decision states, without drawing a distinction between the allegations of
infringements of Article 85 and of Article 86, that "for the reasons set out above, I would inform you that
your application to the Commission under Article 3(2) of Regulation No 17/62 has been rejected and referred
to the national courts".

44 It should be observed that the decision of 20 October 1992 essentially rejects the complaint on the grounds
given in the communication which it sent to the applicant on 20 January 1992 under Article 6 of Regulation
No 99/63 (hereinafter "the Article 6 letter"). Paragraph 5 of the contested decision states: "The Commission
considers that, for the reasons set out in its letter of 20 January 1992, there are insufficient grounds for acting
on your application for a finding of an infringement. The observations submitted by you on 20 March 1992
contain no new factual or legal information such as to change the Commission' s judgment and conclusions as
set out in its letter of 20 January 1992."

45 The Court considers, therefore, that in order to establish whether the contested decision contains
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a sufficient statement of the reasons on which it is based, both the grounds mentioned in the letter of 20
October 1992 and those mentioned in the Article 6 letter must be considered.

46 In the first limb of its plea, the applicant claims that the contested decision does not sufficiently state its
reasons for rejecting the first allegation in the complaint, concerning the partitioning of the market resulting
from a restrictive agreement between the various national copyright-management societies in breach of Article
85(1) of the Treaty.

47 The Court finds that neither the Article 6 letter nor the report of 7 November 1991 annexed thereto
contains anything to indicate that the Commission examined the applicant' s allegation of an infringement of
Article 85(1); on the contrary, they show that the Commission considered only the allegations concerning an
infringement of Article 86. In its Article 6 letter the Commission states that its "investigations related more
particularly to a comparison of the levels of royalties in the EEC" (paragraph I E). It states that "at the
present stage, the investigation provides no basis for concluding that the conditions for the application of
Article 86 are fulfilled with regard to the level of the tariffs at present applied by SACEM" (paragraph II). In
the part of its Article 6 letter headed "Conclusions", the Commission indicates that it is minded to reject the
complaint "in view of the fact that, because of the essentially national effect of the practices criticized in your
complaint, there is no Community interest involved and the matter is at present before a number of French
courts" (paragraph III). The essentially national effect derives, according to the Commission, from the fact that
"the effects of the alleged abuses are felt essentially only within the territory of a single Member State, or
even only a part of that territory" (paragraph II). Similarly, in the Commission report annexed to the Article 6
letter, entitled "Applicability of Article 86 EEC to the system of royalties applied by SACEM to French
discothèques", there is no consideration of the alleged infringement of Article 85(1) by the various national
copyright-management societies.

48 In its letter of 20 October 1992 the Commission reiterates, in paragraph 6, the finding already made in its
Article 6 letter that "the centre of gravity of the alleged infringement is in France; its effects in the other
Member States can be only very limited; consequently this case is not of particular importance to the
functioning of the common market; the Community interest does not therefore require the Commission to deal
with these complaints but requires that they be referred to the French national courts and administrative
authorities." In order to justify the referral to the national courts, it alludes, in paragraph 7 of the decision, to
the Opinion of Judge Edward, acting as Advocate General, in the Automec II and Asia Motor France cases
cited above, and to the judgment in Automec II. It then considers the applicant' s observations in response to
its Article 6 letter, before concluding that they are not such as to undermine its finding in paragraph 6 of the
contested decision (paragraphs 8 to 13).

49 The Court considers that paragraph 6 of the letter of 20 October 1992, which contains the essential reasons
for the final rejection of the complaint, cannot reasonably be said to deal with the applicant' s allegation as to
the existence of a restrictive agreement between the copyright-management societies in the various Member
States. Indeed, it is only in the light of the allegations in the complaint concerning infringement of Article 86
of the Treaty ° in particular the abusive and discriminatory nature of the level of the royalties charged by
SACEM and SACEM' s refusal to grant access to its foreign repertoire alone ° that any reasonable meaning
can be attributed to the Commission' s finding that the centre of gravity of the infringement is in France.

50 The Court finds, next, that the only paragraphs of the contested decision which relate to the allegation of
infringement of Article 85(1) of the Treaty are paragraphs 12 and 13, which read as follows:

"12 As regards the restrictive agreement which (counsel for the applicant) criticizes on page
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12 of (his) letter of 20 March 1992, allegedly existing between SACEM and the other societies of authors
in the Community, the Commission finds that whilst the existence of such an agreement, of which it has
been unable to secure any solid evidence, or at least of a concerted practice between all those societies, in
particular within GESAC, cannot be ruled out, it appears, conversely, that precise effects cannot be
attributed to it regarding tariffs, some of which went down and some up following the judgments of the
Court of Justice of 13 July 1989, and which continue, as all the complainants emphasize insistently, to
display considerable variations from each other. However, if formal evidence of the effects of such a
restrictive agreement were given to it, the Commission would be fully prepared to take account of it.

13. As regards the alleged restrictive agreement between SACEM and certain syndicates of discothèque
operators complained of on page 13 of the letter (from counsel for the applicant) of 20 March 1992, the
Commission considers that it could have produced effects only within French territory for the benefit of some
discothèque operators and at the expense of others and that, therefore, having regard to the principles of
cooperation and division of tasks between the Commission and the Member States, it is for the national
authorities to give a ruling on the matter, particularly since, whilst it is true that the Commission shares with
those authorities the power to apply the Community competition rules, only the latter authorities have the right
to award damages. Moreover, it should be borne in mind that no views expressed by the Commission
regarding that agreement can in any way limit the freedom of appraisal of the national courts."

51 The Court considers that paragraphs 12 and 13 of the contested decision contain the reasons for the
rejection of two allegations made by the applicant, not in its complaint but in its observations on the Article 6
letter. Those allegations concerned the existence of a restrictive agreement concluded between, on the one
hand, the national copyright-management societies represented within GESAC with a view to standardizing
their royalties at the highest possible rate and, on the other, SACEM and certain French syndicates of
discothèque operators. The Court considers that paragraphs 12 and 13 of the contested decision do not, on the
other hand, contain any statement of the reasons for which the part of the applicant' s complaint alleging
partitioning of the market was rejected.

52 In those circumstances, the statement of the reasons for the contested decision does not apprise the
applicant of the grounds for rejecting its complaint in so far as the latter was concerned with an alleged
partitioning of the market as a result of the reciprocal representation contracts concluded between the
copyright-management societies in the various Member States. It follows that, on this point, the Commission
did not comply with the obligation imposed on it by Article 190 of the Treaty to state the reasons for its
decision. The first limb of the present plea in law is therefore well founded.

53 In the second limb of the same plea in law, the applicant claims that the Commission also failed to
examine the allegation that SACEM treated discothèques in a discriminatory manner.

54 The Court finds that the report of 7 November 1991 annexed to the Article 6 letter as an integral part of it
analyses not only the level of the tariffs applied by SACEM by comparison with those applied by the other
copyright-management societies but also, extensively, the differences of treatment applied by SACEM to
discothèques in granting preferential rates and contractual discounts. In those circumstances, the applicant
cannot claim that the Commission failed to examine its allegation of discriminatory treatment of discothèques
by SACEM.

55 The Court also finds that the contested decision expressly rejects the allegations in the complaint relating
to Article 86 ° one of which is the allegation of discriminatory treatment of discothèques by SACEM ° on the
basis that no sufficient Community interest is involved.

56 It follows that the contested decision adequately states the reasons on which it is based in
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so far as it rejects the allegation that the royalties charged by SACEM are discriminatory. Accordingly, the
second limb of the present plea in law must be rejected.

57 It follows from the foregoing that the contested decision must be annulled to the extent to which it rejects
the applicant' s allegation of a partitioning of the market resulting from the existence of an alleged restrictive
agreement between SACEM and the copyright-management societies in the other Member States having the
effect of denying French discothèques direct access to the repertoire of those

societies.

The plea as to infringement of Article 3 of Regulation No 17

The parties' arguments

58 The applicant claims that the Commission failed to make a determination on SACEM' s tariff practices, as
described in the report of 7 November 1991, and that that omission is unlawful since it is clear from the
Tournier and Lucazeau judgments that such tariff practices are within the direct purview of Article 86 of the
Treaty.

59 The applicant also claims that the Commission' s statement in its Article 6 letter that "at the present stage,
the investigation provides no basis for concluding that the conditions for the application of Article 86 are
fulfilled with regard to the level of the tariffs at present applied by SACEM" misled the national courts. By
failing to make a determination on the tariff practices at issue the Commission, in the applicant' s view,
knowingly helped to maintain confusion in the French courts, which have often regarded the rejection of the
applicant' s complaint by the Commission as constituting approval by the Commission of SACEM' s tariffs. In
support of its contention, the applicant has produced to the Court several decisions of French courts which
have adopted that interpretation of the statement made in the Commission' s Article 6 letter. The applicant
considers that the Commission, as guardian of the Community legal order, was not entitled to remain passive
in the face of the national courts' misinterpretations of its letter.

60 The Commission states that it preferred, on conclusion of its investigation, to leave the French authorities
to draw for themselves, on the basis of the observations contained in its report, the conclusions relevant to the
disputes pending before them. It points out that it has no exclusive power to apply Articles 85(1) and 86 of
the Treaty, provisions which create direct rights for individuals which the national courts are required to
safeguard. According to the Commission, the risk of discrepancies in the application of those articles of the
Treaty between the decisions of the courts is inherent in that right of individuals to rely on those provisions
before the national courts. It adds that it is for the superior courts of the Member States to ensure unity and
consistency in the case-law on the provisions concerned, if necessary by seeking preliminary rulings from the
Court of Justice under Article 177 of the Treaty. As regards the failure to characterize the tariff practices at
issue, the Commission contends that the application of Article 86 by the national courts cannot, as the
applicant appears to think, be limited to drawing inferences from legal determinations previously made by the
Commission in order to decide cases before them. On the contrary, in the Commission' s view, it is incumbent
on the national courts, as ordinary courts applying Community law, to decide for themselves whether the
conduct of an undertaking holding a dominant position constitutes an abuse within the meaning of Article 86
of the Treaty (judgment in Case T-51/89 Tetra Pak v Commission [1990] ECR II-309, paragraph 42).

61 Finally, the Commission observes that the French Conseil de la Concurrence (Competition Council) took
the view, in an opinion of May 1993, that the tariffs applied by SACEM, both before and after their reduction
on 1 January 1990, were appreciably higher, in the sense contemplated in the judgments in Tournier and
Lucazeau, than those applied by other national copyright-management
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societies, and that their level was not justified by objective and relevant differences between copyright
management in France and the other Member States.

The findings of the Court

62 It has been consistently held by the Court of Justice and the Court of First Instance that Articles 85(1) and
86 of the Treaty produce direct effects in relations between individuals and create direct rights for individuals
which the national courts must safeguard (judgments of the Court of Justice in Case 127/73 BRT v SABAM
[1974] ECR 51, paragraph 16, Case 37/79 Lauder v Marty [1980] ECR 2481, paragraph 13, Case C-234/89
Delimitis v Henninger Braue [1991] ECR I-935, paragraph 45, and of the Court of First Instance in Tetra-Pak,
cited above, paragraph 42). In view of the division of that power between the Commission and the national
courts and of the resulting protection available to individuals before the national courts, it has been
consistently held by the Court of Justice and the Court of First Instance that Article 3 of Regulation No 17
does not confer upon a person who lodges an application under that article the right to obtain from the
Commission a decision within the meaning of Article 189 of the EC Treaty, regarding the existence or
otherwise of an infringement of Article 85 or Article 86 of the Treaty or of both (judgment of the Court of
Justice in Case 125/78 GEMA v Commission [1979] ECR 3173, paragraph 17, and judgments of Court of
First Instance in Rendo and Others v Commission, cited above, paragraph 98, and Automec II, cited above,
paragraphs 75 and 76). The position is different only if the complaint falls within the exclusive purview of the
Commission, as in the case of the withdrawal of an exemption granted under Article 85(3) of the Treaty
(judgments in Automec II, paragraph 75, and Rendo v Commission, paragraph 99).

63 The Court considers that the applicant seeks, by the present plea in law, to show that the contested
decision is unlawful in that the Commission, in the circumstances of this case, should have taken a decision
finding that SACEM' s tariff practices constituted an infringement of Article 86 of the Treaty. However, it is
clear from the case-law cited above that the applicant was not entitled to obtain such a decision from the
Commission, even if the latter had become persuaded that the practices at issue constituted an infringement of
Article 86 of the Treaty.

64 The fact that a number of national courts may have been misled by a finding contained in the Commission'
s Article 6 letter ° which, according to consistent case-law (see in particular the judgment in Automec I, cited
above, paragraph 46), is merely a preparatory measure and contains only a provisional assessment of the
matters complained of ° is not such as to have any effect on the Commission' s discretion in that regard.

65 Moreover, even if it were assumed that the Commission' s appraisal in an Article 6 letter contained an
error of law, the Court considers that such a circumstance could not affect the position of individuals in
proceedings before national courts. In the first place, in view of the division of powers between the
Commission and the national courts for the purposes of the application of Articles 85(1) and 86 of the Treaty
(judgments in Delimits, cited above, paragraphs 44 and 45, and Automec II, cited above, paragraph 90), the
national courts are not bound by an appraisal by the Commission of the applicability or otherwise of those
provisions to an agreement or concerted practice. In the second place, where an appraisal made by the
Commission causes a national court to entertain doubts as to the applicability of Article 85(1) or Article 86,
or both, that court has the right to refer a question to the Court of Justice for a preliminary ruling under
Article 177 of the Treaty.

66 It follows that the present plea in law must be rejected.

The plea in law alleging an error of law and a manifest error of appraisal

Summary of the parties' arguments

© An extract from a JUSTIS database



61992A0114 European Court reports 1995 Page II-00147 15

67 The applicant considers that the contested decision contains an error of law and a manifest error of
appraisal such as to render it void.

68 First, the applicant claims that the Commission' s statement in its Article 6 letter, according to which "the
investigation provides no basis for concluding that the conditions for the application of Article 86 are fulfilled
with regard to the level of the tariffs at present applied by SACEM", contains an error of law. The applicant
asserts that the Commission maintained that position in its decision of 20 October 1992. First, it is clear from
the report of 7 November 1991 that the tariffs applied before and after 1990 by SACEM are appreciably
higher than those applied in the other Member States. The applicant considers that, in the light of the Tournier
and Lucazeau judgments, the Commission should have found that the conditions for the application of Article
86 of the Treaty were satisfied vis-à-vis SACEM. Secondly, the applicant considers that it is clear from the
Commission' s investigation report that SACEM applies discriminatory tariffs, which are also prohibited by
Article 86 of the Treaty.

69 Secondly, the applicant considers that the Commission' s appraisal of the Community interest must be
regarded as manifestly incorrect. The present case, by contrast with Automec II, is one investigated by the
Commission. The applicant therefore considers that the Commission could no longer invoke a lack of
Community interest in order to reject its complaint. It adds that a mere reading of the Tournier and Lucazeau
judgments is sufficient to establish that the Community interest is affected either by the independent conduct
of a national copyright-management society or by the parallel conduct of the other management societies
established in Europe. Furthermore, the applicant considers that there was no justification in this case for
referring the matter to the national courts since the French judiciary, unlike the Commission officials, do not
have the necessary powers to undertake an investigation having implications in all the Member States of the
Community.

70 With regard to the first limb of the present plea, the Commission replies that it did not base its rejection
of the complaint on the lack of any infringement by SACEM but on the lack of any Community interest and
the fact that similar cases had already been brought before several French courts. It adds that the contested
sentence in its Article 6 letter cannot be taken as defining its position with respect to SACEM' s conduct and
observes that the "Conclusions" part of its letter refers only to the lack of a Community interest and to the
fact that similar cases had been brought before French courts in order to justify rejection of the complaint and
referral of the matter to the national courts. The Commission points out that it would have been pointless to
refer the matter to those courts if it had definitively concluded that there was no abuse.

71 As regards the second limb of the present plea, the Commission observes that its power, within the limits
of Automec II, to reject a complaint through lack of any Community interest can be exercised, by definition,
only in cases where the competition rules of the Treaty are applicable since it would not otherwise be
competent to act. It considers that, even where it has reason to presume that there has been an infringement,
this does not preclude it from rejecting a complaint for lack of any Community interest and referring the
matter to the national courts. Furthermore, if the conduct of SACEM which has been complained of is of a
Community nature, in that it is liable to fall within the scope of the Treaty competition rules, that does not
affect the Commission' s right to reject the complaint for lack of any Community interest. The Commission
contends that the centre of gravity of the alleged infringement is, essentially, in France, and the Community
interest is thereby reduced. The Commission also observes that to concede that it may reject a complaint
without undertaking a prior investigation and yet, in this case, criticize it for not adopting a decision finding
an infringement, on the ground that it undertook a long investigation, constitutes a paradoxical interpretation
of the Automec II judgment. The Commission then rejects the argument that the national courts are not in a
position to assess the facts of the case in the light of Articles 85(1) and 86 of the Treaty. It considers, on the
contrary, that the report drawn
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up by it places the national courts in a better position to fulfil the role which falls to them as a result of the
direct applicability of those provisions.

The findings of the Court

72 Where the Commission rejects, on the ground of lack of a Community interest, an application for a finding
of an infringement under Article 3 of Regulation No 17, the review of legality which the Court of First
Instance must undertake focuses on whether or not the contested decision is based on a materially incorrect
appreciation of the facts or is vitiated by an error of law, a manifest error of appraisal or misuse of powers
(judgment in Automec II, paragraph 80).

73 The Court' s examination of the first plea, alleging an inadequate statement of reasons, showed that the
contested decision should be annulled in so far as it rejects the applicant' s allegation as to partitioning of the
market. It is therefore necessary to consider the present plea only in relation to the other two allegations
contained in the complaint, namely that the rates of royalties charged by SACEM are excessive and
discriminatory and that SACEM refuses to allow French discothèques to use only its foreign repertoire.

74 As regards the first limb of the present plea, alleging an error of law by which the Commission decision is
vitiated, it must be borne in mind that in its Article 6 letter the Commission found that "at the present stage,
the investigation provides no basis for concluding that the conditions for the application of Article 86 are
fulfilled with regard to the level of the tariffs at present applied by SACEM" and that, in the contested
decision, the Commission adhered to "the judgment made and the conclusions set out" in its Article 6 letter
(paragraph 5 of the contested decision).

75 In reviewing the legality of the contested decision, it is therefore necessary to consider whether the finding
made in the Article 6 letter and repeated by implication in paragraph 5 of the contested decision necessarily
supports the conclusion that the applicant' s complaint should be rejected and the matter referred to the
national courts (see in particular the judgment of the Court of First Instance in Case T-138/89 NBV and NVB
v Commission [1992] ECR II-2181, paragraph 31).

76 It is apparent from the conclusions stated in the Article 6 letter (see paragraph 9 above) that the
Commission intended rejecting the applicant' s complaint on the ground that the case before it did not display
a sufficient Community interest and that that insufficiency of interest derived from "the essentially national
effect of the practices criticized" and that "the matter is at present before a number of French courts". In those
circumstances, the Court considers that the Article 6 letter did not rely on the lack of any infringement of
Article 86 as a basis for rejecting the complaint.

77 Similarly, in the letter of 20 October 1992, the Commission did not reject the applicant' s complaint after
finding that there had been no infringement of the Treaty competition rules but explained its definitive
rejection of the complaint in paragraph 6 of the contested decision by saying that "the centre of gravity of the
alleged infringement is in France; its effects in the other Member States can be only very limited;
consequently this case is not of particular importance to the functioning of the Common Market; the
Community interest does not therefore require the Commission to deal with these complaints but requires that
they be referred to the French national courts and administrative authorities". Thus, in paragraph 8 of the
contested decision, the Commission states that "since the centre of gravity of this matter is obviously in
France... and since there is a competent national authority which, thanks to the Commission' s work, now has
in its possession the information needed for the comparison required by the CJEC, everything indicates that
that authority should indeed take such official action as ought to be taken. Moreover, in the present case,
numerous French courts now have before them complaints lodged by BEMIM and the discothèques which
have endorsed that complaint. Certain of those courts have already given judgment in those
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cases. Accordingly, it appears that the Commission itself is not required to investigate those complaints in
depth or, a fortiori, to deal with them as a matter of priority since, as the Commission has just pointed out,
there is in France an administrative authority empowered to adjudicate on them. This is therefore a classic
case of the application of the principle of subsidiarity, which involves no failure to act on the part of the
Community authorities but simply a transfer of competence to the national authorities."

78 It follows from the foregoing that the Commission' s conclusion that the case did not display a sufficient
Community interest ° that being the sole ground on which the complaint was rejected ° was not based on the
lack of any infringement of Article 86 of the Treaty. Accordingly, even if the Commission had committed an
error of law, as claimed by the applicant, by considering that "at the present stage, the investigation provides
no basis for concluding that the conditions for the application of Article 86 are fulfilled with regard to the
level of the tariffs at present applied by SACEM", the legality of the contested decision would not thereby be
affected.

79 It follows that the first limb of the present plea is irrelevant and must therefore be rejected.

80 As regards the second limb of the plea, namely that the contested decision is based on a manifest error of
appraisal, it is clear from the principles developed by this Court in its judgment in Automec II that the
Commission is entitled to reject a complaint when it considers that the case does not display a sufficient
Community interest to justify further investigation of the case (paragraph 85). In that case, the Court of First
Instance made it clear that, in order to assess the Community interest in further investigation of a case, the
Commission must take account of the circumstances of the case and in particular the matters of fact and law
to which its attention is drawn in the complaint submitted to it. It must, in particular, balance the significance
of the alleged infringement as regards the functioning of the common market, the probability of its being able
to establish the existence of the infringement and the extent of the investigative measures required for it to
perform, under the best possible conditions, its task of making sure that Articles 85 and 86 are complied with
(paragraph 86). The fact that a national court or national competition authority is already dealing with a case
concerning the compatibility of an agreement or practice with Article 85 or 86 of the Treaty is a factor which
the Commission may take into account in evaluating the extent to which a case displays a Community
interest.

81 It is true, as the applicant points out, that in Automec II the Commission rejected the complaint for lack of
a Community interest without undertaking investigative measures. The Court considers, however, that the
Commission may take a decision to shelve a complaint for lack of a sufficient Community interest not only
before commencing an investigation of the case but also after taking investigative measures, if that course
seems appropriate to it at that stage of the procedure. To conclude otherwise would be tantamount to placing
the Commission under an obligation, once it had taken investigative measures following the submission of an
application under Article 3(2) of Regulation No 17, to adopt a decision as to whether or not either Article 85
or Article 86 of the Treaty, or both, had been infringed. Such an interpretation would not only be contrary to
the very wording of Article 3(1) of Regulation No 17, according to which the Commission "may" adopt a
decision concerning the existence of the alleged infringement, but would also conflict with the settled case-law
of the Court of Justice and Court of First Instance cited in paragraph 62 above according to which a
complainant has no right to obtain from the Commission a decision within the meaning of Article 189 of the
Treaty.

82 It is apparent, in the present case, from paragraphs 6 and 8 of the contested decision that the Commission
concluded, after its examination, that there was no sufficient Community interest in further investigation of the
case, since the centre of gravity of the infringement was in France and similar cases were pending before
several French courts and the French Conseil de la Concurrence.

© An extract from a JUSTIS database



61992A0114 European Court reports 1995 Page II-00147 18

83 As regards the essentially national effect of the practices criticized, namely the allegedly excessive and
discriminatory rate of royalties charged by SACEM and SACEM' s alleged refusal to allow French
discothèques to use only the foreign repertoire, the Court considers that the fact that a course of conduct or a
practice is liable to affect trade between Member States, within the meaning of Article 86 of the Treaty, does
not in itself prevent the effects of that conduct from being confined essentially to the territory of a single
Member State. In the present case, it is apparent from the documents before the Court that only French
discothèques have been the victims of SACEM' s allegedly abusive conduct and that the effects of the
practices criticized, in so far as they were such as to affect trade between Member States, made themselves
felt only in frontier areas. In any event, the Court finds that the applicant, which expressly stated in its
complaint that SACEM' s practices have created "discrimination, in particular involving discothèques on each
side of the border between France and another Member State (Belgium, Luxembourg, Germany and Italy)",
has produced no evidence to show that the Commission made any factual error in taking the view that "the
centre of gravity of the alleged infringement is in France".

84 Furthermore, the Court observes that it is common ground that several French courts, in proceedings
between SACEM and certain of the applicant' s members, and the French Conseil de la Concurrence, have
been asked to decide whether the practices criticized in the complaint are compatible with Articles 85 and 86
of the Treaty.

85 It is therefore necessary to consider whether, in the present case, the Commission, on the basis of that
factual information, has committed a manifest error of appraisal regarding the Community interest in further
investigation of the case.

86 The Court considers that where the effects of the infringements alleged in a complaint are essentially
confined to the territory of one Member State and where proceedings have been brought before the courts and
competent administrative authorities of that Member State by the complainant ° or members of it, in cases
such as the present one where the complainant is an association of undertakings ° against the body against
which the complaint was made, the Commission is entitled to reject the complaint through lack of any
sufficient Community interest in further investigation of the case, provided however that the rights of the
complainant or of its members can be adequately safeguarded, in particular by the national courts (Automec II,
paragraphs 89 to 96).

87 The applicant considers that, because the French courts do not have the necessary powers to undertake an
investigation of such great scope, the referral of the matter to the national courts was not justifiable in this
case.

88 The Court considers, first, that the fact that the national court might encounter difficulties in interpreting
Article 85 or 86 of the Treaty is not, in view of the possibilities available under Article 177 of the Treaty, a
factor which the Commission is required to take into account in appraising the Community interest in further
investigation of a case. Furthermore, that provision of the Treaty is designed in particular to ensure uniform
application of the Treaty by providing that national courts against whose decisions there is no judicial remedy
under national law are required to refer a question to the Court of Justice for a preliminary ruling where a
question is raised before them concerning the interpretation of provisions of the Treaty. The Court considers,
on the other hand, that the rights of a complainant could not be regarded as sufficiently protected before the
national court if that court were not reasonably able, in view of the complexity of the case, to gather the
factual information necessary in order to determine whether the practices criticized in the complaint constituted
an infringement of the said Treaty provisions.

89 In the present case, with regard to the allegation that the rate of royalties charged by SACEM is abusive,
the Court notes that the Commission sent to the copyright-management societies of the various Member States
requests for information under Article 11 of Regulation No 17 and that
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it thereafter drew up a report dated 7 November 1991 in which it compared, on a uniform basis, the levels of
royalties charged by the copyright-management societies concerned. The Court observes that the only
individual indications concerning the copyright-management societies in the Member States which were
included in the report, in particular the level of royalties charged by those societies, constitute information
which is in the public domain. In those circumstances, the Court considers that there is nothing in the
documents before it to show that the disclosure of that report to the national courts and the use of it by them
are restricted by requirements concerning observance of the rights of the defence and of business secrets.

90 The Court considers, having regard to the operative part of the judgments in Tournier and Lucazeau, that
in view of the factual information set out in the report of 7 November 1991, which contains a comparison on
a uniform basis of the levels of royalties charged by copyright-management societies in the various Member
States, the French courts are certainly in a position to determine whether the level of royalties charged by
SACEM is such that it constitutes an abuse of a dominant position within the meaning of Article 86 of the
Treaty.

91 As regards the allegation that those rates of royalties are applied in a discriminatory manner, it should be
noted that the Commission also examined, in its report of 7 November 1991, the facts relevant to that
allegation, leaving the national courts to make determinations regarding those matters of fact.

92 Finally, as regards the allegation that SACEM refused to allow French discothèques to use only its foreign
repertoire, the Court finds that the applicant has advanced no specific argument to call in question the powers
of the French courts to gather the necessary factual information to determine whether that practice by SACEM
° a French association established in France ° constitutes an infringement of Article 86 of the Treaty.

93 The Court considers, in view of the foregoing, that the applicant has adduced no specific evidence from
which it might be inferred that its rights and those of its members cannot be satisfactorily safeguarded by the
French courts. In the circumstances of this case, the Commission could therefore properly reject the applicant'
s complaint on the ground of lack of a Community interest, solely because it had determined that the centre
of gravity of the alleged infringements was in France and that the matter had already been brought before the
French courts. It follows that, without its being necessary in this case to consider whether the referral of the
matter to the French Conseil de Concurrence would in itself have been a sufficient reason for the Commission
to reject the complaint, the second limb of the plea must be rejected.

94 It follows from the foregoing that the Court' s examination of the contested decision has disclosed neither
an error of law nor a manifest error of appraisal. The present plea in law must therefore be rejected.
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Publications Ltd v Commission of the European Communities. Competition - Abuse of a dominant
position - Copyright - Practices preventing the publication and sale of comprehensive weekly television

guides. Case T-76/89.

++++

1. Competition - Dominant position - Relevant market - Weekly television programme listings and magazines
publishing listings

(EEC Treaty, Art. 86)

2. Free movement of goods - Industrial and commercial property - Article 36 of the Treaty - Interpretation
taking account of the competition rules

(EEC Treaty, Arts 2, 3, 36, 85 and 86)

3. Competition - Dominant position - Copyright - Weekly television programme listings - Exercise of
copyright - Abuse - Conditions

(EEC Treaty, Arts 36 and 86)

4. Measures adopted by the Community institutions - Statement of reasons - Obligation - Scope - Decision
pursuant to the competition rules

(EEC Treaty, Art. 190)

5. Competition - Administrative procedure - Termination of infringements - Power of the Commission - Orders
given to undertakings

(Regulation No 17 of the Council, Art. 3(1) )

6. International agreements - Agreements between the Member States - Agreements antedating the EEC Treaty
- Article 234 of the Treaty - Object - Scope - Justification for restrictions on intra-Community trade - Not
permissible

(EEC Treaty, Art. 234)

1. The markets for weekly television programme listings and for the television magazines in which they are
published constitute, for the purposes of Article 86 of the Treaty, sub-markets within the markets for
television programme information in general. They offer a product - information on weekly programmes - for
which there is a specific demand, both from third parties wishing to publish and market comprehensive
television guides and from television viewers.

2. Within the system of the Treaty, Article 36 must, in defining the scope of the protection that article seeks
to give to industrial and commercial property rights, be interpreted in the light of the Community' s objectives
and activities as defined in Articles 2 and 3 of the EEC Treaty and that assessment must take into account, in
particular, the requirements arising out of the establishment of a system of free competition within the
Community, referred to in Article 3(f), which take the form, inter alia, of the prohibitions laid down in
Articles 85 and 86 of the Treaty.

3. While in principle the protection of the specific subject-matter of a copyright entitles the copyright holder
to reserve the exclusive right to reproduce the protected work and that is not called in question by the rules
of the Treaty and while the exercise of that exclusive right is not in itself an abuse, that does not apply when,
in the light of the details of each individual case, it is apparent that that right is exercised in such ways and
circumstances as in fact to pursue an aim manifestly contrary to the objectives of Article 86. In that event, the
copyright is no

© An extract from a JUSTIS database



61989A0076 European Court reports 1991 Page II-00575 2

longer exercised in a manner which corresponds to its essential function, within the meaning of Article 36 of
the Treaty, which is to protect the moral rights in the work and to ensure a reward for the creative effort,
while respecting the aims of, in particular, Article 86.

That is the case where a television broadcasting company uses the copyright in its weekly programme listings
under national law to reserve the exclusive right to publish those listings, thus preventing the emergence on
the ancillary market of television magazines, where it enjoys a monopoly, of a new product containing the
programmes of all the broadcasting stations capable of being received by television viewers, for which there is
potential consumer demand.

4. Although, under Article 190 of the Treaty, the Commission is required, when adopting a decision pursuant
to the competition rules, to state the factual matters justifying the adoption of a decision, together with the
legal considerations which have led to its adopting it, the article does not require the Commission to discuss
all the matters of fact and law which may have been dealt with during the administrative proceedings.

5. The power conferred on the Commission by Article 3(1) of Regulation No 17 to require the undertakings
concerned to bring an infringement to an end implies a right for the Commission to order such undertakings
to take or refrain from taking certain action with a view to bringing the infringement to an end. In that light,
the obligations imposed upon the undertakings must be defined with regard to requirements relating to
re-establishing compliance with the law, taking into account the details of each individual case.

6. Article 234 of the Treaty must be interpreted as meaning that a convention concluded before the entry into
force of the Treaty cannot be relied on to justify restrictions on trade between Member States. Article 234 is
intended to ensure that the application of the Treaty does not affect either the duty to observe the rights of
non-member countries under an agreement previously concluded with a Member State, or the observance by
that Member State of its obligations under that agreement and it affects only rights and obligations in force
between Member States and non-member countries.

In Case T-76/89,

Independent Television Publications Limited, whose registered office is in London, represented by Alan Tyrrell
QC, London, instructed by Michael J. Reynolds, Solicitor, Brussels, with an address for service in
Luxembourg at the Chambers of Messrs Loesch and Wolter, 8 Rue Zithe,

applicant,

v

Commission of the European Communities, represented by Jacques Bourgeois, a member of its Legal
Department, acting as Agent, assisted by Ian Forrester QC, of the Scottish Bar, with an address for service in
Luxembourg at the office of G. Berardis, a member of the Commission' s Legal Department, Wagner Centre,

defendant,

supported by

Magill TV Guide Limited, a company governed by Irish law, established in Dublin, represented by John D.
Cooke, Senior Counsel, of the Irish Bar, instructed by Messrs Gore &amp; Grimes, Solicitors, Dublin, with an
address for service in Luxembourg at the Chambers of Louis Schiltz, 83 Boulevard Grande-Duchesse
Charlotte,

intervener,

APPLICATION for a declaration that Commission Decision 89/205/EEC of 21 December 1988 relating
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to a proceeding under Article 86 of the EEC Treaty (IV/31.851, Magill TV Guide/ITP, BBC and RTE)
(Official Journal 1989 No L 78, p. 43) is void,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A. Saggio, President of the Chamber, Chr. Yeraris, C.P. Briet, D. Barrington and J. Biancarelli,
Judges,

Registrar: H. Jung

having regard to the written procedure and further to the hearing on 21 February 1991,

gives the following

Judgment

Costs

84 Under Article 69(2) of the Rules of Procedure of the Court of Justice, applicable mutatis mutandis to
procedure before the Court of First Instance under the third paragraph of Article 11 of the Council Decision
of 24 October 1988, cited above, the unsuccessful party is to be ordered to pay the costs if they have been
asked for in the successful party' s pleading. Since the applicant has failed in all its submissions, it must be
ordered to pay the costs, including those of the intervener.

On those grounds,

THE COURT (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs, including those of the intervener.

Facts and procedure

1 By application lodged at the Registry of the Court of Justice on 10 March 1989, Independent Television
Publications Limited (hereinafter referred to as "ITP") sought the annulment of the Commission Decision of
21 October 1988 (hereinafter referred to as "the decision") in which the Commission found that ITP' s policies
and practices, at the material time, in relation to the publication of its weekly listings for television and radio
programmes which may be received in Ireland and Northern Ireland constituted infringements of Article 86 of
the Treaty in so far as they prevented the publication and sale of comprehensive weekly television guides in
Ireland and Northern Ireland. This action is linked with the concurrent actions for the annulment of that
decision brought by the two other organizations to which it was addressed, namely Radio Telefis Eireann
("RTE") (Case T-69/89) and the British Broadcasting Corporation and BBC Enterprises Limited ("the BBC")
(Case T-70/89).

2 The background to the decision may be summarized as follows. Most homes in Ireland and between 30 and
40% of homes in Northern Ireland can receive at least six television channels: RTE1 and RTE2, provided by
RTE, which enjoys a statutory monopoly for the provision of a national radio and television broadcasting
service in Ireland, BBC1 and BBC2, provided by the BBC, and ITV and Channel 4, provided at the material
time by the companies franchised by the Independent Broadcasting Authority ("the IBA") to supply
independent television programmes. In the United Kingdom, the BBC and the IBA enjoyed a duopoly for the
provision of national television broadcasting services. In addition, many television viewers in Great Britain and
Ireland could receive several satellite channels either directly or through cable networks. There was, however,
no cable television in
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Northern Ireland.

At the material time, no comprehensive weekly television guide was available on the market in Ireland or
Northern Ireland owing to the policy of the organizations to which the decision was addressed regarding the
dissemination of information on the programmes of the six channels referred to above. Each of those
organizations published a specialized television guide containing only its own programmes and, under the
United Kingdom Copyright Act 1956 and the Irish Copyright Act 1963, claimed copyright in its weekly
programme listings, preventing their reproduction by third parties.

Those listings indicate programme content and specify the broadcasting channel, together with the date, time
and title of each programme. They go through a series of drafts, which become increasingly detailed and
precise at each stage, until a weekly schedule is finalized approximately two weeks before transmission. At
that stage, as the decision states (recital 7 in the preamble), the programme schedules become a marketable
product.

3 With particular reference to the present case, it is to be noted that ITP reserved the exclusive right to
publish the weekly programme schedules for ITV and Channel 4 in the TV Times, its own magazine for
presenting the programmes of those two channels.

4 It is apparent from the documents in the case that the applicant company was established in 1967 in order
to publish a national magazine providing information on independent television programmes in the United
Kingdom. At the time the decision was adopted, its shareholders were the television companies franchised by
the IBA for the provision of programmes for ITV (ITP has since been sold to a private publisher, Reed
International PLC, which is entirely independent of the television companies). Under their contracts, the
television companies franchised by the IBA were required to assign their copyright in the ITV programme
listings to ITP for the duration of those contracts. In return they received 70% of ITP' s net profits from sales
of its television magazine. On the other hand, the Channel 4 Television Company Limited, which was a
subsidiary of the IBA, assigned its copyright in the listings of Channel 4 programmes without charge in
consideration of the costs borne by ITP in publishing and publicizing Channel 4 programmes.

5 In pursuance of its corporate object, ITP publishes in the United Kingdom for commercial gain the weekly
television magazine TV Times. At the material time, TV Times gave no information on programmes broadcast
by channels other than ITV or Channel 4. It was published in 13 regional editions and was sold not only in
the United Kingdom but also in Ireland. Its price was UK 0.37 and IR 0.52 respectively and average weekly
sales were some three million copies. It and the BBC broadcasting guide, the Radio Times, were the two
biggest-selling weeklies in the United Kingdom, where the TV Times was purchased by some 16% of
households with a television set. In Ireland, the TV Times was bought by approximately 2% of households. In
the year 1985-1986, the TV Times achieved a turnover exceeding UK 59 million and a pre-tax profit of over
UK 3.9 million.

6 At the material time, ITP' s policy regarding exploitation of its copyright in the Channel 4 and ITV listings
was as follows: it provided daily and weekly newspapers with its programme schedules free on request,
accompanied by a licence for which no fee was charged, setting out the terms on which that information
might be reproduced. Newspapers could thus publish the daily listings or, at weekends and before public
holiday, the listings for two days, subject to certain conditions as to the format of publication. "Highlights" of
the week' s television programmes could also be published. ITP ensured strict compliance with the licence
conditions, by taking legal proceedings, where necessary, against publications which failed to comply with
them.

7 The publisher Magill TV Guide Limited (hereinafter referred to as "Magill"), a company governed by Irish
law, is a wholly owned subsidiary of Magill Publications Holding Limited. It was established in order to
publish in Ireland and Northern Ireland a weekly magazine containing information on
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the television programmes available to television viewers in that area, the Magill TV Guide. According to the
information provided by the parties, publication commenced in May 1985. The magazine initially confined
itself to providing information on BBC, RTE, ITV and Channel 4 weekend programmes and on highlights of
their weekly programmes. After the publication on 28 May 1986 of an issue of the Magill TV Guide
containing all the weekly listings for all the television channels available in Ireland - including ITV and
Channel 4 - an Irish court, in response to an application from BBC, RTE and ITP, issued an interim
injunction restraining Magill from publishing weekly listings for those organizations' programmes. Following
that injunction, Magill ceased its publishing activities. The substance of the case was considered in part by the
High Court which, in its judgment of 26 July 1989 delivered by Mr Justice Lardner, gave its ruling on the
scope of the copyright in the programme listings under Irish law. The judge stated: "I am... satisfied that these
weekly programme schedules published in TV Times are original literary work and a compilation within s. 2
and s. 8 of the Copyright Act 1963 in which ITP had and have a subsisting copyright" (RTE and Others v
Magill and Others [1990] ILRM 534, especially at p. 557).

8 Previously, on 4 April 1986, with a view to the publication of complete weekly listings, Magill had lodged
a complaint with the Commission under Article 3 of Regulation No 17 of the Council of 6 February 1962,
First Regulation implementing Articles 85 and 86 of the Treaty (Official Journal, English Special Edition
1959-1962, p. 87; hereinafter referred to as "Regulation No 17"), seeking a finding that the ITP, BBC and
RTE were abusing their dominant position by refusing to grant licences for the publication of their respective
weekly listings. On 16 December 1987 the Commission decided to initiate a proceeding and also in December
1987 it sent ITP a statement of objections. On 21 December 1988 it adopted the decision with which the
present action is concerned.

9 In the decision, the relevant products are defined as follows for the three organizations concerned: they are
the advance weekly listings of ITP, the BBC and RTE, and also the television guides in which those listings
are published (first paragraph of recital 20 in the preamble). In the Commission' s definition, a programme
listing is "a list of programmes to be broadcast by or on behalf of a broadcasting organization within a given
period of time, the list including the following information: the title of each programme to be broadcast, the
channel, the date and time of transmission" (recital 7).

The Commission finds that because of the factual monopoly enjoyed by the broadcasting organizations over
their respective weekly listings, third parties interested in publishing a weekly television guide are "in a
position of economic dependence which is characteristic of the existence of a dominant position". Furthermore,
the Commission adds, that monopoly is strengthened into a legal monopoly in so far as those organizations
claim copyright protection for their respective listings. In those circumstances, the Commission observes, "no
competition from third parties is permitted to exist on [the relevant] markets". From that it infers that "ITP,
BBC and RTE each hold a dominant position within the meaning of Article 86" (recital 22 in the preamble).

10 To establish the existence of an abuse, the decision relies more particularly on subparagraph (b) of the
second paragraph of Article 86 of the Treaty, pursuant to which an abuse is committed if an undertaking
holding a dominant position limits production or markets to the prejudice of consumers (first paragraph of
recital 23 in the preamble). The Commission considers in particular that "substantial potential demand... for
comprehensive TV guides" exists on the market (ibid., fourth paragraph). It finds that, by using its dominant
position "to prevent the introduction on to the market of a new product, that is, a comprehensive weekly TV
guide", the applicant is abusing that dominant position. It adds that a further element of the abuse is that, by
virtue of the offending policy regarding information on its programmes, the applicant retains for itself the
derivative market for weekly guides for those programmes (recital 23).
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The Commission therefore rejects the argument that the conduct to which it objects is justified by copyright
protection and states that in the present case ITP, the BBC and RTE "use copyright as an instrument of the
abuse, in a manner which falls outside the scope of the specific subject-matter of that intellectual property
right" (penultimate paragraph of recital 23).

11 With respect to the measures intended to bring the infringement to an end, Article 2 of the decision is
worded as follows: "ITP, BBC and RTE shall bring the infringements as mentioned in Article 1 to an end
forthwith by supplying each other and third parties on request and on a non-discriminatory basis with their
individual advance weekly programme listings and by permitting reproduction of those listings by such parties.
This requirement does not extend to information in addition to the listings themselves, as defined in this
Decision. If they choose to supply and permit reproduction of the listings by means of licences, any royalties
requested by ITP, BBC and RTE should be reasonable. Moreover, ITP, BBC and RTE may include in any
licences granted to third parties such terms as are considered necessary to ensure comprehensive high-quality
coverage of all their programmes, including those of minority and/or regional appeal, and those of cultural,
historical and educational significance. The parties are therefore required, within two months from the date of
notification of this Decision, to submit proposals for approval by the Commission of the terms upon which
they consider third parties should be permitted to publish the advance weekly programme listings which are
the subject of this Decision".

12 Concurrently with the present application for a declaration that the decision is void, the applicant, in a
separate application also lodged on 17 March 1989, sought the suspension of the operation of Article 2 of the
decision, at least in so far as it orders ITP to supply third parties on request and on a non-discriminatory basis
with its advance weekly programme listings with a view to their publication. By order of 11 May 1989, the
President of the Court of Justice ordered "the suspension of the operation of Article 2 of the contested
decision in so far as it obliges the applicants to bring the infringement found by the Commission to an end
forthwith by supplying each other and third parties on request and on a non-discriminatory basis with their
individual advance weekly programme listings and by permitting reproduction of those listings by such
parties" (Joined Cases 76, 77 and 91/89 R, [1989] ECR 1141, paragraph 20 of the order).

By order of 6 July 1989 in the present proceedings for the annulment of the decision, the Court of Justice
gave leave to Magill to intervene in support of the Commission' s conclusions. The written procedure took
place in part before the Court of Justice which, by order of 15 November 1989 pursuant to Article 3(1) and
Article 14 of the Council Decision of 24 October 1988 establishing a Court of First Instance of the European
Communities, referred the case to the Court of First Instance. Upon hearing the report of the
Judge-Rapporteur, the Court decided, at the end of the written procedure, to open the oral procedure without
any preparatory inquiry.

Form of order sought by the parties

13 ITP, the applicant, claims that the Court should:

Declare the decision void;

Order the Commission to pay ITP' s costs in these proceedings; and

Make any other order it sees fit.

The Commission, the defendant, contends that the Court should:

Dismiss the application;

Order the applicant to pay the Commission' s costs.

The application for the annulment of the decision as a whole
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14 In support of its application for a declaration that the decision is void, the applicant alleges breach of
Article 86 of the Treaty and inadequate statement of the reasons for the finding of an infringement of that
article.

Breach of Article 86 of the Treaty

Arguments of the parties

15 In the first place, the applicant maintains that the precondition for the application of Article 86, namely the
holding of a dominant position, is not fulfilled. It challenges the definition of the relevant market adopted in
the decision. In the applicant' s submission, the relevant products are "TV guides" in general. Unlike the
Commission, it claims that the weekly programme listings and the television guides in which they are
published do not constitute a sub-market within the market for information concerning television programmes
in general, on which, it stresses, it does not hold a dominant position.

16 The applicant maintains that many sources of information on television programmes, such as daily, weekly
and Sunday newspapers, which all publish full daily or weekend schedules, are substitutable for the TV Times
for both advertisers and consumers. As far as consumers are concerned, the intensity of the competition to
which the TV Times is exposed is evidenced by the fact that 80% of television viewers obtain their
information on ITV and Channel 4 programmes from sources other than the TV Times. The same applies to
the programme listings themselves. The applicant considers that programme listings covering one or two days
are products substitutable for the weekly listings, which cannot therefore be regarded as a separate market.

17 The applicant also claims, in the alternative, that even if the relevant market is that of the weekly listings
of ITV and Channel 4 programmes, ITP does not hold a dominant position within the meaning of Article 86
since the listings are provided not by it but by the television companies. Moreover, the legal monopoly
deriving from its copyright in the listings must not be confused with the economic concept of a dominant
position for the purpose of Article 86. It relies in that regard on the judgment of the Court of Justice of 8
June 1971 in Case 78/70 (Deutsche Grammophon v Metro, [1971] ECR 487, in particular paragraph 16 of the
judgment).

18 Secondly, the applicant denies that its programme information policy constitutes an abuse within the
meaning of Article 86. It claims essentially that, by taking the course of conduct for which it is criticized in
the decision, it was merely protecting the specific subject-matter of its copyright in its own programme
listings, which cannot constitute an abuse under Article 86. In that conneCTion, it points out that the decision
has the effect of depriving the owner of an intellectual property right of his exclusive rights of reproduction
and first marketing of the protected product, which would amount to causing copyright, as defined in national
law, to be displaced by another right, namely "the right to license".

19 In support of its claims, the applicant puts forward the following arguments. It points, first of all, to the
distinction drawn by the Court of Justice between, on the one hand, the existence of an intellectual property
right - that is to say, the nature of the right and its content - which is a matter for national law and, on the
other hand, the exercise of that right, which is a matter for Community law, in particular the competition rules
(see in particular the judgment of 29 February 1968 in Case 24/67, Parke Davis v Centrafarm [1968] ECR 55,
in particular at p. 71). It points out that the Court of Justice, in its judgment of 14 September 1982 in Case
144/81, Keurkoop v Nancy Kean Gifts [1982] ECR 2853, held that, in the absence of Community
standardization or harmonization of laws, the determination of the conditions and procedures governing the
protection conferred by an intellectual property right, and in particular the determination of what constituted
the protected product, was a matter for national rules (paragraph 18 of the judgment). Illustrating
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the point further, the applicant observes that the exercise of an intellectual property right in accordance with
national legislation does not in itself constitute an infringement of Article 86 (judgment of 9 April 1987 in
Case 402/85, Basset v SACEM [1987] ECR 1747, paragraph 18, and judgment of 8 June 1971 in Deutsche
Grammophon v Metro, cited above). It observes in particular that the Court has upheld the principle that the
exercise of an intellectual property right does not infringe the Treaty where it is "justified for the purpose of
safeguarding rights which constitute the specific subject-matter of such property" (ibid., paragraph 11 of the
judgment). The applicant states that it is clear from previous decisions of the Court of Justice that the specific
subject-matter of copyright includes the exclusive right of reproduction and first marketing of the protected
product and the right to oppose any infringement (judgment of 20 January 1981 in Joined Cases 55 and
57/80, Musik Vertrieb v GEMA [1981] ECR 147, paragraph 25; judgment of 17 May 1988 in Case 158/86,
Warner Brothers and Others v Christiansen [1988] ECR 2605; and judgment of 24 January 1989 in Case
341/47, EMI Electrola v Patricia Im- und Export and Others, [1989] ECR 79). The corollary, the applicant
adds, is the fact that the copyright owner is not under any obligation to grant licences to third parties, even in
return for a reasonable royalty, as the Court of Justice confirmed - albeit in relation to a registered design - in
its judgment of 5 October 1988 in Case 238/87, Volvo v Veng [1988] ECR 6211.

20 With reference to the present case, the applicant infers that the fact that its policy prevents the introduction
on to the market of a new product, namely a weekly television magazine, and enables it to reserve for itself
the derivative market for weekly television guides does not turn its legitimate exercise of its copyright into an
abuse, since it was merely exercising its exclusive right to place its product on the market first. The question
whether potential demand exists in the market for comprehensive weekly guides is therefore irrelevant.

21 For the exercise of an intellectual property right to constitute an abuse in breach of Article 86 there must,
according to the applicant, be an additional factor, consisting in "abusive behaviour ... relating to the manner
in which the right is exercised". In support of that argument, the applicant states that the Court of Justice
held, in Case 78/80, Deutsche Grammophon v Metro, cited above, that the exercise of an intellectual property
right may fall under the prohibition set out by Article 85(1) of the Treaty "each time it manifests itself as the
subject, the means or the result of an agreement which, by preventing imports from other Member States of
products lawfully distributed there, has as its effect the partitioning of the market" (paragraph 6 of the
judgment). In the present case, it considers, the condition as to the presence of an additional factor
constituting an abuse is not met. ITP did not act in an abusive or abnormal manner in the exercise of its
copyright and moreover the Commission does not make any such allegation in its decision. More specifically,
the manner in which ITP enforced its copyright was consistent and non-discriminatory. Nor did ITP use its
rights unlawfully or with a view to impeding inter-State trade. Finally, it did not charge excessive prices.

22 The applicant also argues that the contested acts do not amount to a case of abuse covered by
subparagraph (b) of the second paragraph of Article 86, on which the decision was based. It criticizes the
Commission for failing to produce any convincing evidence of prejudice to consumers. To determine whether
such prejudice exists, it claims, the advantages of the contested practice must be weighed against the
disadvantages, taking account in particular of the interests of the various classes of consumers. In making such
a comparison it is also necessary, in the applicant' s view, to establish whether, in the event of licences to
publish the weekly listings being granted against payment, maintenance of the licences granted free of charge
for the publication of daily listings might not be discriminatory.

23 Finally, the applicant claims that the grant of licences to third parties for weekly listings might undermine
the commercial viability of the TV Times on a regional basis and consequently
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the promotion of minority programmes or programmes of cultural, historical or educational significance, which
fulfil a public-service function.

24 The Commission rejects all the applicant' s arguments concerning the alleged breach of Article 86.

25 In order to establish the existence of a dominant position, the Commission reaffirms the arguments on
which the reasoning for the decision was based. In substance, it states that each of the applicants holds a
dominant position in two narrow markets. The first relates to its own programme listings for the week ahead,
over which it enjoys a monopoly. The second is the market for weekly television magazines, which in the
Commission' s view constitutes a separate sub-market within the general market for daily and weekly
publications, being alone in offering a product - in this case complete information on the weekly programmes
of ITV and Channel 4 - for which there is a specific demand on the part of television viewers. In that regard,
the Commission stresses that, at the material time, Ireland and the United Kingdom were the only Member
States in which there was no comprehensive weekly television guide, such as to be capable of competing with
the TV Times, which thus enjoyed a monopoly.

26 In order to demonstrate that the conduct at issue constitutes an abuse, the Commission bases its reasoning
on the premiss - which it explicitly accepted at the hearing - that programme listings enjoy copyright
protection under domestic law. It maintains, first, that even on that assumption the relevant policies and
practices of the applicant are not covered by copyright protection as recognized in Community law.

27 In that connection, the Commission first draws attention, in general terms, to the incompatibility with
Community rules of a national law which upholds the existence of copyright in programme listings. It points
out that, as has consistently been held, the television industry is subject to the Community rules (see in
particular the judgment of the Court of Justice of 6 October 1982 in Case 262/81, Coditel v Ciné-Vog Films,
cited above). It stresses that national rules creating copyright in programme listings would allow broadcasting
companies to use a legitimate legal monopoly in radio and television broadcasts on a particular frequency in
order to retain an unlawful monopoly over the ancillary downstream market in publications of those weekly
listings and thus prevent the emergence of a competing product of a new kind in the form of a comprehensive
television guide. The existence of copyright in programme listings would also hinder the achievement of a
single market in broadcasting services on the basis of Article 59 of the Treaty. In the absence of a single
market in programme information, consumers' rights to enjoy "télévision sans frontières" would be undermined
since television viewers, reluctant to buy a multitude of magazines each giving programme details for only
one channel, would likewise be less inclined to watch programmes, particularly in a foreign language, about
which they had little information.

28 The Commission points out that, in order to resolve the conflict referred to in the preceding paragraph,
between copyright on the one hand and the rules on, inter alia, freedom of competition on the other, the
proper approach is, as has consistently been held, to identify in each particular case the "specific
subject-matter" of the intellectual property right, which alone merits special protection within the Community
legal order and thereby justifies certain encroachments on the Community rules. In that connection, the
Commission first reflects on the legitimacy of and the underlying reasons for the maintenance, which it
describes as unusual, of copyright in programme listings. It is necessary, the Commission submits, to appraise
the legal and economic "value" and "well-foundedness" of the copyright in the weekly listings in the present
case, having regard to the objectives normally attributed to such a right. In that light, it asserts, it is necessary
to take into consideration, inter alia, the nature of the property protected from the technological, cultural or
innovative point of view, together with the purpose and justification in domestic law
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of the copyright in listings (see, in particular, the following judgments of the Court of Justice: judgment of 8
June 1982 in Case 258/78, Nungesser v Commission [1982] ECR 2015; judgment of 6 October 1982 in Case
262/81, Coditel v Ciné-Vog Films, cited above; judgment of 30 June 1988 in Case 35/87, Thetford
Corporation v Fiamma [1988] ECR 3585, paragraphs 17 to 21; and judgment of 17 May 1988 in Case 158/86,
Warner Brothers v Christiansen, cited above, paragraphs 10 to 16).

29 Applying those criteria, the Commission submits that, in the present case, the programme listings are not in
themselves secret, innovative or related to research. On the contrary, they are mere factual information in
which no copyright could therefore subsist. The creative effort required for their preparation is directly
rewarded by the size of the audience for the programmes. The impact of the decision on the copyright in the
programme listings does not extend in any way to broadcasting activity, which is distinct from publishing.
Referring to the opinion of Mr Advocate General Mischo in Thetford, cited above, the Commission observes
that the maintenance of copyright in programme listings can only be explained by the desire to "reserve a
monopoly" to its owner.

30 Secondly, having thus maintained that copyright protection for programme listings does not fulfil the
essential function of such a right, the Commission stresses that the applicant' s policy as regards information
concerning its weekly programmes constitutes an abuse. That abuse resides in particular, it claims, precisely in
the arbitrary refusal - that is to say a refusal not justified by requirements of secrecy, research and
development or other objectively verifiable considerations - to authorize Magill and other "potential entrants"
into the weekly television magazine market to publish that information, solely for the purpose of preventing
the emergence of any competing product.

31 In that regard, the Commission submits that the applicant' s licensing policy discriminated "against the
emergence of a new product in the form of a multi-channel guide which would compete with [the] captive
guide" of each of the organizations in question or, in other words, "against Magill and other potential market
entrants offering comprehensive weekly guides". The Commission also states that "if the broadcast companies
for some reason chose not to disseminate to anyone the information about forthcoming programmes, the
analysis might be different; but they do disseminate it to two categories of economic operator: their own
captive periodicals, and daily publications which do not compete with the captive periodicals. These factors
indicate that the refusal to tolerate publication by others is arbitrary and discriminatory".

32 The Commission also refers, in support of its argument, to the judgments of the Court of Justice of 5
October 1988 in Case 238/87, Volvo v Veng, cited above, paragraph 9, and Case 53/87, CICRA v Renault,
[1988] ECR 6039, paragraph 16. It cites in particular paragraph 9 of the Volvo judgment: "the exercise of an
exclusive right by the proprietor of a registered design in respect of car body panels may be prohibited by
Article 86 if it involves, on the part of an undertaking holding a dominant position, certain abusive conduct
such as the arbitrary refusal to supply spare parts to independent repairers, the fixing of prices for spare parts
at an unfair level or a decision no longer to produce spare parts for a particular model even though many cars
of that model are still in circulation, provided that such conduct is liable to affect trade between Member
States". According to the Commission, the conduct for which the applicant is criticized is similar to the
arbitrary refusal, referred to by the Court in the judgments cited above, by the owner of a registered design to
supply spare parts to independent repairers who depend on such supply for their business. By refusing to
authorize, inter alia, Magill to publish its weekly listings, the applicant was hindering Magill in its activity of
publishing general television magazines.

Similarly, the Commission further contends that the conduct for which ITP is criticized is different from that
which the Court held to be lawful in the Volvo judgment. It is apparent from that judgment
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that the fact that a car manufacturer who holds protective rights in a design reserves for himself the right to
manufacture all spare parts for his cars does not in itself constitute an abuse (paragraph 11 of the judgment).
In the present case the Commission draws attention to the fact that the market in spare parts was within the
area of Volvo' s main business activity. By contrast, ITP was exploiting its dominant position in the market in
information on ITV and Channel 4 programmes in order to obtain advantages in the publishing market, a
separate economic activity, downstream of the activity of broadcasting. Moreover, the prejudice to consumers,
who were denied access to a new product, namely a general television magazine for which there was a strong
demand, is an aggravating factor which renders the applicant' s policy as regards information on its weekly
programmes abusive. On the other hand, the Commission emphasizes, in the Volvo case consumers were able
to obtain the spare parts and competition was possible between independent repairers, and indeed between the
various manufacturers themselves, since customers could opt for other makes if spare parts became too costly
or difficult to obtain.

33 The Commission also states that its analysis of the abuse of copyright applies also to situations different
from that at issue in this case, in the area of computer software for example.

34 The intervener, Magill, states that the High Court has now found that in Irish law copyright does subsist in
programme listings and that that copyright was infringed by Magill. Accordingly, the outcome of the
proceedings brought against Magill by the BBC, ITP and RTE before the Irish court will depend on the ruling
of the Community Court on the question whether the practices criticized in the Commission Decision are
compatible with Community law. Magill points out that the effects of the interlocutory injunctions made in
1986 and the costs incurred in the proceedings before the national court have put it out of business and driven
it from the market-place as a competitor of BBC, ITP and RTE.

35 Magill supports all the Commission' s observations. It disputes the applicant' s interpretation to the effect
that the decision requires the grant of compulsory licences. It highlights the importance of the consent of the
copyright owner. In Magill' s submission, "if... no licences were granted to any third party.. [the applicant]
could genuinely argue that it was doing no more than exploiting its exclusive right of ownership to its own
advantage". However, once the applicant chooses to grant licences for the reproduction of information
concerning its daily programmes, it may not, in Magill' s view, use its copyright to prevent the publication of
its weekly listings by third parties.

36 Magill also claims that the conduct complained of constitutes an abuse within the meaning of Article 86
"precisely because it has been contrived in an identical manner between three national television authorities so
as to impose a common regime upon all competing news media throughout two Member States for the
purpose of protecting a market share which they have appropriated to their own three publications". Magill
considers that that common regime is based on a tacit agreement.

37 The applicant states in its reply that the Commission has raised before the Court new facts and arguments
which do not appear either in the statement of objections or in the decision. The Commission is thereby
infringing the right to a fair hearing both during the administrative procedure and before the Court (judgment
of the Court of Justice of 4 July 1963 in Case 24/62, Germany v Commission [1963] ECR 63, and judgment
of 15 March 1967 in Joined Cases 8 to 11/66, Cimenteries CBR v Commission [1967] ECR 75).

The applicant maintains in particular that the Commission' s argument calling into question the compatibility
with Community law of national law providing for copyright in programme listings is not admissible before
the Court, since it is a fresh issue. It stresses that the argument that copyright in programme listings
constitutes "copyright over facts and ideas" is inadmissible. The Commission' s allegations that the conduct
concerned was arbitrary and discriminatory are also
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inadmissible; they, too, appear in neither the statement of objections nor the decision. In that connexion, the
applicant observes that the reasoning contained in recital 23 in the preamble to the decision - assuming it to
be correct - would not be invalidated if ITP had never granted any licences to third parties. It is thus clear
that the decision is not based on a finding of discrimination. Consequently, in the applicant' s submission, the
decision cannot be supported on the ground that there is discrimination, since discrimination is not the basis
of the decision. The applicant also denies the admissibility of the submission, made only by Magill, alleging
the existence of a tacit agreement between the BBC, ITP and RTE. That submission, the applicant notes,
alleges a breach of Article 85(1) of the Treaty, and is therefore inadmissible.

38 With regard to the substance of the dispute, the applicant observes that, as regards the allegedly abusive
nature of its licensing policy, the Commission has not come to grips with the difficulty arising from the fact
that the refusal to authorize the reproduction of programme listings cannot constitute an abuse, since such a
course of action would lead to the proprietor being deprived of the substance of its exclusive right. The nature
of the copyright material and its relative value are irrelevant to the assessment of the scope of that right. The
applicant states that the essential subject-matter and the basis of copyright are the same whether or not the
copyright material is innovative or is a "trade secret" or relates to a research activity. Thus, copyright law in
the United Kingdom and Ireland does not distinguish between works which are, in the Commission' s
expression, "banal" and other works, that being, in the applicant' s view, a purely subjective assessment.

39 The applicant adds that it is not open to the Commission, in a proceeding investigating an infringement of
Community competition law by an undertaking, to question the compatibility of national copyright law with
Community law. In the applicant' s view, that question could only be raised in an action against a Member
State for failure to fulfil its obligations, under Article 169 of the EEC Treaty.

40 The applicant also rejects the Commission' s claim that ITP engages in "a discriminatory licensing policy"
by reason of the fact that it licenses the copyright material to some categories of third parties but excludes
those who wish to produce a comprehensive weekly television magazine. It states that the essence of
discrimination is dissimilar treatment of objectively similar situations and it denies that its policy is
discriminatory, since it is willing to license any newspaper, periodical or magazine on the terms applied
hitherto. The applicant likewise rejects the argument put forward by the intervener that because, after agreeing
to furnish its listings to third parties, ITP then restricted the conditions under which they might publish them,
the allegedly offending conduct went beyond protection of the specific subject-matter of the copyright. The
applicant contends in that regard that, as a matter of law, a copyright owner who pursues a liberal policy and
grants licences, albeit subject to some limitations, does not thereby subject himself to an obligation to grant
unlimited licences.

41 In refutation of the idea that the conduct in question amounted to the extension of a legitimate legal
monopoly in broadcasting into the ancillary domain of the publishing of television programmes, ITP states that
it holds no legal monopoly in broadcasting.

42 The Commission counters that argument by pointing out that, when the decision was adopted, ITP was
owned by the various independent ITV broadcasting companies.

43 Unlike the applicant, the Commission considers that the arguments of fact and law which it is putting
forward in the present proceedings do no more than amplify, clarify and consolidate the considerations
underlying the grounds of the decision, with which they are thus perfectly consistent. Even if that were not
the case, the Commission considers that, contrary to the applicant' s contention, the applicant' s right to a fair
hearing before the Court or during the administrative proceedings would not be prejudiced - at most the result
would be an inadequacy or an error in the reasoning of the decision, but that has not occurred in this case.
The Commission points out that the Court
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of Justice has held that it is not necessary "to state independent and exhaustive reasons" for each part of a
decision where "sufficient reasons can be deduced from the context of all the findings stated in support of the
decision as a whole" (judgment of 20 March 1957 in Case 2/56, Geitling v High Authority [1957 and 1958]
ECR 3, at p. 15). In the present case the principal matters of fact and law underlying the decision were
clearly, albeit succinctly, stated.

44 The Commission observes in particular that the fact that in the decision the assumption was made that
copyright subsisted in the materials at issue was completely consistent with the submission, at the stage of the
Court proceedings, that such copyright should not subsist in compilations of banal information.

As regards the finding that the applicant' s conduct was abusive, the Commission contends that the adjectives
arbitrary and discriminatory, applied to that conduct, do not reveal any new concept, even if they were not
used in the administrative procedure. They describe the abuse resulting from the fact that the applicant' s
licensing policy "discriminated against the emergence of a new product in the form of a multi-channel guide
which would compete with [the] applicant' s captive guide, while at the same time promoting the publicizing
of the applicant[' s] programmes through daily newspapers".

45 With regard to the substance of the dispute, the Commission pointed out at the hearing that the concern
expressed by the applicant over the viability of the TV Times if it were to be faced with competition from
general television magazines had since proven to be unfounded, following the enactment by the United
Kingdom Parliament of the Broadcasting Act 1990. The changes brought about by that act led, as from March
1991, to the publication by the BBC and ITP of their respective magazines in the form of multi-channel
guides giving television viewers information on BBC, ITV, Channel 4 and satellite channel programmes.

Legal assessment

46 In the light of the arguments of the parties, detailed above, the Court, in its review of the merits of the
plea based on a breach of Article 86 and an inadequate statement of reasons, must examine three points. First
of all, the definition of the relevant product market must be considered; then, secondly, the applicant' s
position on that market must be determined. As a third stage, the Court must decide whether or not the
conduct at issue constitutes an abuse.

The definition of the relevant products

47 As regards the definition of the relevant product market - according to the decision, the relevant products
are the applicant' s weekly programme listings and the television guides in which those listings are published -
the Court finds that, contrary to the applicant' s claims, the products thus defined represent specific markets
which cannot be identified either with the market for broadcasting services or with the market for information
on television programmes in general.

48 In fact, the markets for weekly listings and for the television magazines in which they are published
constitute sub-markets within the market for television programme information in general. They offer a product
- information on weekly programmes - for which there is a specific demand, both from third parties wishing
to publish and market comprehensive television guides and from television viewers. The former are unable to
publish such guides unless they have at their disposal all the weekly programme listings for the channels
which can be received within the relevant geographic market. As regards the latter, it must be observed that,
as the Commission rightly established in its decision, the programme information available on the market at
the time of the adoption of the decision, namely the complete lists of programmes for a 24-hour period - and
for a 48-hour period at weekends and before public holidays - published in certain daily and Sunday
newspapers, and the television sections of certain magazines covering in addition "highlights" of the week' s
programmes,
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are only to a limited extent substitutable for advance information to viewers on all the week' s programmes.
Only weekly television guides containing comprehensive listings for the week ahead enable users to decide in
advance which programmes they wish to follow and arrange any leisure activities for the week accordingly.

That limited substitutability of weekly programme information is evidenced in particular by the success
enjoyed, at the material time, by the specialized television magazines which were all that was available on the
market in weekly guides in the United Kingdom and Ireland and, in the rest of the Community, by the
comprehensive television guides available on the market in the other Member States. That clearly demonstrates
the existence of a potential specific, constant and regular demand on the part of viewers, in this case in
Ireland and Northern Ireland, for television magazines containing comprehensive television programme listings
for the week ahead, irrespective of any other sources of programme information available on the market.

The existence of a dominant position

49 With regard to the applicant' s position on the relevant market, the Court notes that ITP enjoyed, as a
consequence of its copyright in ITV and Channel 4 programme listings, which had been transferred to it by
the television companies broadcasting on those channels, the exclusive right to reproduce and market those
listings. It was thus able, at the material time, to secure a monopoly over the publication of its weekly listings
in the TV Times, a magazine specializing in the programmes of ITV and Channel 4. Consequently, the
applicant clearly held at that time a dominant position both on the market represented by its weekly listings
and on the market for the magazines in which they were published in Ireland and Northern Ireland. Third
parties such as Magill who wished to publish a general television magazine were in a situation of economic
dependence on the applicant, which was thus in a position to hinder the emergence of any effective
competition on the market for information on its weekly programmes (judgment of the Court of Justice of 9
November 1983 in Case 322/81, Michelin v Commission [1983] ECR 3461, paragraph 30).

The existence of an abuse

50 Having established that the applicant occupied a dominant position at the material time, the Court must
determine whether or not its policy on the distribution of information concerning the weekly programmes of
ITV and Channel 4, based on the exploitation of its copyright in the programme listings, constituted an abuse
within the meaning of Article 86. In order to do so, it is necessary to interpret Article 86 in the light of the
copyright in programme listings.

51 In the absence of harmonization of national rules or Community standardization, the determination of the
conditions and procedures under which copyright is protected is a matter for national rules. That division of
powers with regard to intellectual property rights was explicitly endorsed by the Court of Justice in its
judgment of 14 September 1982 in Case 144/81 (Keurkoop v Nancy Kean Gifts, cited above, paragraph 18 of
the judgment) and confirmed, in particular, in its judgments of 5 October 1988 in Case 53/87 (CICRA v
Renault, cited above, paragraph 10 of the judgment) and Case 238/87 (Volvo v Veng, cited above, paragraph
7 of the judgment).

52 The relationship between national intellectual property rights and the general rules of Community law is
governed expressly by Article 36 of the Treaty, which provides for the possibility of derogating from the rules
relating to the free movement of goods on grounds of the protection of industrial or commercial property.
However, that derogation is explictly made subject to certain reservations. The protection of intellectual
property rights conferred by national law is recognized, in Community law, only subject to the conditions set
out in the second sentence of Article 36. Under that provision, restrictions on free movement arising out of
the protection of intellectual property "shall not... constitute a means of arbitrary discrimination or a disguised
restriction on trade between Member
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States". Article 36 thus emphasizes that the reconciliation between the requirements of the free movement of
goods and the respect to which intellectual property rights are entitled must be achieved in such a way as to
protect the legitimate exercise of such rights, which alone is justified within the meaning of that article, and to
preclude any improper exercise thereof likely to create artificial partitions within the market or pervert the
rules governing competition within the Community. The exercise of intellectual property rights conferred by
national legislation must consequently be restricted as far as is necessary for that reconciliation (see the
judgment of 14 September 1982 in Case 144/81, Keurkoop v Nancy Kean Gifts, paragraph 24).

53 Within the system of the Treaty, Article 36 must be interpreted "in the light of the Community' s
objectives and activities as defined by Articles 2 and 3 of the EEC Treaty", as the Court of Justice held in its
judgment of 9 February 1982 in Case 270/80 (Polydor v Harlequin [1982] ECR 329, paragraph 16 of the
judgment). That assessment must take into account, in particular, the requirements arising out of the
establishment of a system of free competition within the Community, referred to in Article 3(f), which take
the form, inter alia, of the prohibitions laid down in Articles 85 and 86 of the Treaty.

54 Under Article 36, as it has been interpreted by the Court of Justice in the light of the objectives pursued
by Articles 85 and 86 and the provisions governing the free movement of goods or services, only those
restrictions on freedom of competition, free movement of goods or freedom to provide services which are
inherent in the protection of the actual substance of the intellectual property right are permitted in Community
law. In its judgment of 8 June 1971 in Case 78/70, Deutsche Grammophon, cited above, which concerned a
right similar to copyright, the Court of Justice held: "Although it permits prohibitions or restrictions on the
free movement of products, which are justified for the purpose of protecting industrial and commercial
property, Article 36 only admits derogations from that freedom to the extent to which they are justified for
the purpose of safeguarding rights which constitute the specific subject-matter of such property" (paragraph 11
of the judgment; see also the judgment of 18 March 1980 in Case 62/79, Coditel v Ciné-Vog Films [1980]
ECR 881, paragraph 14; judgment of 22 January 1981 in Case 58/80, Dansk Supermarked v Imerco [1981]
ECR 181, paragraph 11; and judgment of 6 October 1982 in Case 262/81, Coditel, cited above, paragraph 12;
with regard to intellectual property rights other than copyright, see the judgment of 31 October 1974 in Case
16/74, Centrafarm v Winthrop [1974] ECR 1183; judgment of 23 May 1978 in Case 102/77, Hoffmann-La
Roche v Centrafarm [1978] ECR 1139, paragraph 8; judgment of 25 February 1986 in Case 193/83,
Windsurfing International v Commission [1986] ECR 611, paragraph 45; judgments of 5 October 1988 in
Case 53/87, CICRA v Renault, cited above, paragraph 11, and Case 238/87, Volvo v Veng, cited above,
paragraph 8; and judgment of 17 October 1990 in Case C-10/89, S.A. CNL-SUCAL NV v HAG GF AG
[1990] ECR I-3711, paragraph 12).

55 It is common ground that in principle the protection of the specific subject-matter of a copyright entitles
the copyright-holder to reserve the exclusive right to reproduce the protected work. The Court of Justice
expressly recognized that in its judgment of 17 May 1988 in Case 158/86, Warner Brothers v Christiansen,
cited above, in which it held that "[t]he two essential rights of the author, namely the exclusive right of
performance and the exclusive right of reproduction, are not called in question by the rules of the Treaty"
(paragraph 13; see also the judgment of 24 January 1989 in Case 341/87, EMI Electrola v Patricia Im- und
Export and Others, cited above, paragraphs 7 and 14).

56 However, while it is plain that the exercise of the exclusive right to reproduce a protected work is not in
itself an abuse, that does not apply when, in the light of the details of each individual case, it is apparent that
that right is exercised in such ways and circumstances as in fact to pursue an aim manifestly contrary to the
objectives of Article 86. In that event, the copyright is no longer exercised in a manner which corresponds to
its essential function, within the meaning of
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Article 36 of the Treaty, which is to protect the moral rights in the work and ensure a reward for the creative
effort, while respecting the aims of, in particular, Article 86 (see, with regard to patent rights, the judgment of
the Court of Justice of 14 July 1981 in Case 187/80, Merck &amp; Co v Stephar [1981] ECR 2063,
paragraph 10, and the judgment of 9 July 1985 in Case 19/84, Pharmon v Hoechst [1985] ECR 2281,
paragraph 26; with regard to copyright, see the judgment of 17 May 1988 in Case 158/86, Warner Brothers v
Christiansen, cited above, paragraph 15). In that case, the primacy of Community law, particularly as regards
principles as fundamental as those of the free movement of goods and freedom of competition, prevails over
any use of a rule of national intellectual property law in a manner contrary to those principles.

57 That analysis is borne out by the case-law of the Court of Justice which in its above-mentioned judgments
of 5 October 1988 - Volvo v Veng, on which the Commission relies, and CICRA v Renault - held that the
exercise of an exclusive right which, in principle, corresponds to the substance of the relevant intellectual
property right may nevertheless be prohibited by Article 86 if it involves, on the part of the undertaking
holding a dominant position, certain abusive conduct. The questions referred to the Court in those two cases -
both references for a preliminary ruling - turned on whether the conduct of two car manufacturers who
reserved to themselves the exclusive right to manufacture and market spare parts for the vehicles which they
produced, on the basis of their registered designs for those parts, was permissible. The Court cited, as
examples of conduct constituting abuses within the meaning of Article 86, the arbitrary refusal to supply spare
parts to independent repairers, the fixing of prices for spare parts at an unfair level or a decision no longer to
produce spare parts for a particular model even though many cars of that model were still in circulation
(Volvo v Veng, paragraph 9, and CICRA v Renault, paragraph 18).

58 In the present case, it must be noted that the applicant, by reserving the exclusive right to publish its
weekly television programme listings, was preventing the emergence on the market of a new product, namely
a general television magazine likely to compete with its own magazine, the TV Times. The applicant was thus
using its copyright - transferred to it by the television companies - in the programme listings produced as part
of the activity of broadcasting, in order to secure a monopoly in the derivative market of weekly television
guides in Ireland and Northern Ireland. It appears significant, in that connection, that the applicant also
authorized, free of charge, the publication of its daily listings and of highlights of its weekly programmes in
the press in both Ireland and the United Kingdom. Moreover, it authorized the publication of its weekly
listings in other Member States, without charging royalties.

Conduct of that type - characterized by preventing the production and marketing of a new product, for which
there is potential consumer demand, on the ancillary market of weekly television guides and thereby excluding
all competition from that market solely in order to secure the applicant' s monopoly - clearly goes beyond
what is necessary to fulfil the essential function of the copyright as permitted in Community law. The
applicant' s refusal to authorize third parties to publish its weekly listings was, in this case, arbitrary in so far
as it was not justified by the requirements peculiar to the activity of publishing television magazines. It was
thus possible for the applicant to adapt to the conditions of a television magazine market which was open to
competition in order to ensure the commercial viability of its weekly publication, the TV Times. The
applicant' s conduct cannot, therefore, be covered in Community law by the protection conferred by its
copyright in the programme listings.

59 In confirmation of that finding, it must also be stressed that, contrary to its assertions, the applicant' s
refusal to authorize third parties to publish its weekly programme listings may be distinguished from the
refusal of Volvo and Renault, considered in the abovementioned judgments of 5 October 1988, to grant third
parties licences to manufacture and market spare parts. In the present case, the aim and effect of the applicant'
s exclusive reproduction of its programme listings
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was to exclude any potential competition from the derivative market represented by information on the weekly
programmes broadcast on ITV and Channel 4, in order to maintain the monopoly enjoyed, through the
publication of the TV Times, by the applicant on that market. From the point of view of outside undertakings
interested in publishing a television magazine, the applicant' s refusal to authorize, on request and on a
non-discriminatory basis, any third party to publish its programme listings is therefore comparable, as the
Commission rightly stresses, to an arbitrary refusal by a car manufacturer to supply spare parts - produced in
the course of his main activity of car making - to an independent repairer carrying on his business on the
derivative market of automobile maintenance and repair. Moreover, the applicant' s conduct stifled the
emergence on the market of a certain type of product, namely general television magazines. Consequently, in
so far as it was in particular characterized, in that regard, by a failure to take consumer needs into
consideration, that conduct also presented a certain similarity to a decision by a car manufacturer - envisaged
as a hypothesis by the Court of Justice in the above-mentioned judgments - no longer to produce spare parts
for certain models even though there was still a market demand for such parts (Volvo v Veng, paragraph 9 of
the judgment, and CICRA v Renault, paragraph 18). It is thus clear from that comparison that the applicant' s
conduct is not related, according to the criteria established in the case-law to which the parties refer, to the
actual substance of its copyright.

60 In the light of the foregoing considerations, the Court finds that, although the programme listings were at
the material time protected by copyright as laid down by national law, which still determines the rules
governing that protection, the conduct at issue could not qualify for such protection within the framework of
the necessary reconciliation between intellectual property rights and the fundamental principles of the Treaty
concerning the free movement of goods and freedom of competition. The aim of that conduct was clearly
incompatible with the objectives of Article 86.

61 For all those reasons, the plea based on a breach of Article 86 must be dismissed as unfounded.

Inadequate statement of reasons

62 The applicant maintains that the decision infringes, in two respects, the obligation laid down in Article 190
of the Treaty to state the reasons on which it is based. First, with regard to the applicant' s position on the
market, the Commission did not clearly define the relevant market or markets in recitals 20 and 22 of the
preamble to the decision. That confusion was further aggravated in the present proceedings by the use in the
defence of different words indicating slightly different categories of products in order to describe the relevant
products and, in particular, by the reference to "an entirely new kind of market, a market in information". In
those circumstances, the Commission failed to fulfil its essential obligation to define the relevant market and it
is impossible to determine whether ITP holds a dominant position. Secondly, the Commission did not, before
establishing the existence of an abuse, sufficiently analyse the relationship between copyright and Article 86,
although that matter was central to the arguments expounded by the applicant in the administrative procedure.
In particular the defendant failed to define the scope of "the specific subject-matter of copyright". Nor did it
give the reasons for which it considered that the contested conduct fell outside the specific scope of that right.
The applicant alleges that in that respect the decision invokes new legal principles and there is therefore a
duty to make the reasons for the decision especially clear.

63 The Commission contends that the decision contains all the elements necessary for the parties to know
where they stand and for the Court to carry out its review of the decision.

64 In that regard, the Court finds that the Commission, in the first paragraph of recital 20 in the preamble to
the decision, clearly defined the relevant products: they are the applicant' s weekly listings and also the
television guides in which those listings are published. The claim that the relevant market was not defined, or
was ambiguously defined, in the decision cannot, therefore,
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be upheld. Likewise, as regards the concept of abuse, the Commission clearly stated in the decision its reasons
for finding that the applicant, by using its exclusive right to reproduce the listings as the instrument of a
policy contrary to the objectives of Article 86, went beyond what was necessary to ensure the protection of
the actual substance of its copyright and committed an abuse within the meaning of Article 86. Contrary to
the applicant' s allegations, the statement of reasons in the contested decision is thus sufficient to allow
interested parties to ascertain the main legal and factual criteria on which the Commission based its findings
and to enable the Court to carry out its review. It therefore fulfils the conditions relating to the respect of the
right to a fair hearing as they have consistently been defined in the case-law. The Court of Justice has held,
inter alia in its judgment of 17 January 1984 in Joined Cases 43 and 63/82, VBVB and VBBB v Commission
[1984] ECR 19, that "although, under Article 190 of the Treaty, the Commission is required to state the
factual matters justifying the adoption of a decision, together with the legal considerations which have led to
its adopting it, the article does not require the Commission to discuss all the matters of fact and law which
may have been dealt with during the administrative proceedings" (paragraph 22 of the judgment; see also the
judgment of 11 July 1989 in Case 246/86, Belasco v Commission [1989] ECR 2117, paragraphs 55 and 56).

65 Consequently, the plea based on inadequate statement of the reasons on which the decision was based must
be dismissed as unfounded.

66 It follows that the application for the annulment of the decision in its entirety must be dismissed.

The alternative application for the annulment of Article 2 of the decision

67 In support of its alternative conclusions, the applicant alleges infringement of Article 3(1) of Regulation No
17 and infringement of the Berne Convention of 1886 for the protection of literary and artistic works, as
revised at Brussels in 1948 and at Paris in 1971 (hereinafter referred to as "the Berne Convention"), and
failure to comply with the principle of proportionality with a view to obtaining the partial annulment of the
decision, confined to Article 2 in so far as it imposes compulsory licensing.

Infringement of Article 3(1) of Regulation No 17 of the Council

Arguments of the parties

68 In the alternative, the applicant contests the obligation imposed upon it in Article 2 of the decision to
permit third parties, on request and on a non-discriminatory basis, to publish its weekly programme listings. It
claims that the Commission has misused its powers and infringed Article 3(1) of Regulation No 17, which
provides: "Where the Commission, upon application or upon its own initiative, finds that there is infringement
of Article 85 or Article 86 of the Treaty, it may by decision require the undertakings or associations of
undertakings concerned to bring such infringement to an end". That article, in the applicant' s submission, only
authorizes the Commission to order undertakings to bring the infringement to an end. The applicant alleges
that the Commission did not merely require ITP to bring the infringement to an end but laid down the precise
manner in which that was to be brought about, by requiring it to grant "compulsory licences of the protected
works". It stresses that the solution adopted by the Commission thus deprives the holder of an intellectual
property right of the very substance of that right, in order to allow third parties to create a completely new
market using, in this case, the applicant' s programme listings in which copyright subsists.

69 The Commission, on the other hand, maintains that in Article 2 of the decision it did not exceed its
powers under Article 3 of Regulation No 17. It points out that Article 2 suggests two ways of bringing the
infringement to an end: the supply to third parties on request and on a non-discriminatory basis of the listings
concerned with a view to their publication - the course preferred by the Commission
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- or the grant of licences on conditions which take account of the parties' legitimate preoccupations. Contrary
to the applicant' s contention, the decision does not therefore impose a single solution but proposes, in a
flexible manner, certain courses of conduct designed to bring the infringement to an end which are consistent
with well-established case-law and practice (see the judgment of the Court of Justice of 6 March 1974 in
Joined Cases 6 and 7/73, Commercial Solvents v Commission, cited above).

Legal assessment

70 It is necessary to interpret Article 3(1) of Regulation No 17 in order to determine whether the Commission
is entitled to order the applicant to permit the publication of its weekly listings by third parties, if necessary
by granting licences. The Court notes that the power conferred on the Commission by Article 3 to require the
undertakings concerned to bring an infringement to an end implies, according to established case-law, a right
to order such undertakings to take or refrain from taking certain action with a view to bringing the
infringement to an end. In that light, the obligations imposed upon the undertakings must be defined with
regard to requirements related to re-establishing compliance with the law, taking into account the details of
each individual case. In its judgment of 6 March 1974 in Joined Cases 6 and 7/73, Commercial Solvents v
Commission, the Court of Justice held that Article 3 of Regulation No 17 "must be applied in relation to the
infringement which has been established and may include an order to do certain acts or provide certain
advantages which have been wrongfully withheld as well as prohibiting the continuation of certain action[s],
practices or situations which are contrary to the Treaty". It specified that "[f]or this purpose the Commission
may, if necessary, require the undertaking concerned to submit to it proposals with a view to bringing the
situation into conformity with the requirements of the Treaty" (paragraph 45 of the judgment). Moreover, the
Court of Justice has expressly acknowledged, in an order of 17 January 1980, that the Commission must be
able to exercise the right to take decisions conferred upon it "in the most efficacious manner best suited to the
circumstances of each given situation" (Case 792/79 R, Camera Care v Commission [1980] ECR 119,
paragraph 17 of the order).

71 In the present case, the Court finds that the constituent elements of the infringement revealed by the
consideration of the first plea justify the measures imposed in Article 2 of the decision. The requirement that
the applicant must supply RTE, the BBC and third parties on request and on a no-discriminatory basis with its
weekly listings with a view to their publication is, in the light of the specific circumstances of the case as
found by the Court when considering the constituent elements of the infringement, the only means of bringing
that infringement to an end, as the Commission established in the contested decision. By ordering the
applicant to permit third parties, on request and on a non-discriminatory basis, to publish its weekly listings,
the Commission did not deprive it of its choice between the various measures which could bring the
infringement to an end. It must, moreover, be emphasized that the counterpart to the requirement that the
applicant allow third parties to publish its listings, subject possibly to the payment of reasonable royalties, is
the applicant' s right, which Article 2 of the decision quite properly recognizes, to include in any licences
granted such terms as are necessary to ensure "comprehensive high-quality coverage of all [its] programmes,
including those of minority and/or regional appeal, and those of cultural, historical and educational
significance". That was the context in which the Commission ordered the applicant, in the same article, to
submit for approval proposals regarding such terms. All the obligations placed on the applicant in Article 2 of
the decision are thus justified in the light of their purpose, as defined in Article 3(1) of Regulation No 17,
namely to bring the infringement to an end. It follows that the Commission did not go beyond the limits of
its power of assessment under that paragraph.

72 For all those reasons, the plea based on infringement of Article 3(1) of Regulation No 17 must
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be dismissed as unfounded.

Infringement of the Berne Convention

Arguments of the parties

73 Also in the alternative, the applicant maintains that even if Article 3 of Regulation No 17 authorizes the
Commission to prescribe, in appropriate circumstances, the granting of compulsory licences, such a solution is
incompatible with the Berne Convention. It considers that, since all the Member States of the Community are
parties to the Berne Convention, that convention "must be regarded as forming part of Community law and
reflecting the relevant principles" thereof, pursuant to Article 234 of the Treaty.

The applicant points out that Article 9(1) of the convention confers on the author of a literary or artistic work
the exclusive right of reproducing the protected work. Article 9(2), introduced by the Paris revision of 1971, it
claims, allows a signatory State to permit the reproduction of literary and artistic works in certain special
cases, provided that such reproduction does not conflict with a normal exploitation of the work and does not
unreasonably prejudice the legitimate interests of the author.

The applicant infers that Article 2 of the decision is incompatible with the Berne Convention inasmuch as it
conflicts with the normal exploitation of its copyright in the programme listings and seriously prejudices its
legitimate interests.

74 The Commission contends, however, that the Berne Convention does not apply to the present case. The
Community is not a party to the Convention, the Commission explains, and it has consistently been held that
"in matters governed by the EEC Treaty, that Treaty takes precedence over agreements concluded between
Member States before its entry into force" (judgment of the Court of Justice of 27 February 1962 in Case
10/61, Commission v Italy, [1962] ECR 1). Moreover, the Berne Convention is not applicable in any event
because, in the Commission' s view, copyright within the meaning of that convention cannot subsist in
programme listings. However, even if the decision did cover information in which copyright subsisted, the
Commission contends in the alternative that the fact that the information was provided free of charge to
certain third parties for publication shows that compulsory licensing for a reasonable fee would not prejudice
the legitimate interests of the applicant and would therefore be in conformity with the Berne Convention.

Legal assessment

75 Logically, consideration must first be given to the problem of the applicability to the present case of the
Berne Convention and to the Commission' s argument that Community law takes precedence over the
provisions of that convention. In that regard, the Court observes, first of all, that the Community - to which,
as Community law now stands, powers have not been transferred in the field of intellectual and commercial
property - is not a party to the Berne Convention, which has been ratified by all the Member States. As
regards conventions concluded by Member States, it must be noted that Article 234 of the EEC Treaty
governs the relationship between the provisions of the Treaty and international agreements concluded by the
Member States before its entry into force. It provides: "The rights and obligations arising from agreements
concluded before the entry into force of this Treaty between one or more Member States on the one hand,
and one or more third countries on the other, shall not be affected by the provisions of this Treaty". The
Court of Justice has interpreted that article as affecting only obligations entered into by Member States
towards non-member countries. In its judgment of 11 March 1986 in Case 121/85, Conegate Ltd v H.M.
Customs and Excise [1986] ECR 1007, it held that "Article 234 is intended to ensure that the application of
the Treaty does not affect either the duty to observe the rights of non-member countries under an agreement
previously concluded with a Member State, or the observance by that
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Member State of its obligations under that agreement. Agreements concluded prior to the entry into force of
the Treaty may not therefore be relied upon in relations between Member States in order to justify restrictions
on trade within the Community" (paragraph 25 of the judgment; see also the judgment of 27 February 1962 in
Case 10/61, Commission v Italy, cited above, especially at p. 10; and the judgment of 14 October 1980 in
Case 812/79, Attorney-General v Burgoa [1980] ECR 2787, paragraph 8).

76 In the present case concerning Ireland and the United Kingdom, it must be pointed out that, under Article
5 of the Act of Accession, Article 234 of the EEC Treaty applies to agreements or conventions concluded
before their accession to the Community on 1 January 1973. In intra-Community relations, therefore, the
provisions of the Berne Convention, ratified by Ireland and the United Kingdom before 1 January 1973,
cannot affect the provisions of the Treaty. The applicant may not rely on them to justify restrictions on the
system of freedom of competition established and implemented within the Community pursuant to the Treaty
and, in particular, Article 86 thereof. The argument that Article 2 of the decision is in conflict with Article
9(1) of the Berne Convention must therefore be dismissed, without there even being any need to inquire into
its substance.

The same conclusion is reached with regard to Article 9(2). It is sufficient to point out that that paragraph
was introduced by the Paris revision of 1971, to which the United Kingdom has been a party since 2 January
1990 and which Ireland has not yet ratified. As far as the United Kingdom is concerned, the Paris revision -
and in particular Article 9(2) of the convention - was therefore ratified subsequent to its accession to the
Community and consequently cannot affect a provision of the EEC Treaty. Member States may not set aside
the rules arising out of the Treaty by concluding an international agreement or convention. If they wish to do
so, they must use the procedure provided for in Article 236 of the Treaty. It follows that Article 9(2) of the
Berne Convention may not be relied upon in limitation of the powers conferred on the Community by the
Treaty for the implementation of the competition rules laid down therein, in particular in Article 86 and the
rules for its implementation, such as Article 3 of Regulation No 17.

77 The plea based on infringement of the Berne Convention must therefore in any event be dismissed as
unfounded.

Failure to comply with the principle of proportionality

78 The applicant further maintains that even if it were within the Commission' s power to prescribe the
measures laid down in Article 2 of the decision, those measures would be disproportionate in so far as they
deprive ITP of the essential benefits of copyright, in particular the exclusive right of reproduction. Such
measures should not go beyond what is strictly necessary to attain the specific purpose referred to in Article
3(f) of the Treaty (see the judgment of the Court of Justice of 23 November 1971 in Case 62/70, Bock v
Commission, [1971] ECR 897, paragraph 15; the judgment of 20 February 1979 in Case 122/78, Buitoni v
FORMA, [1979] ECR 677; the judgment of 11 November 1989 in Case 203/80, Casati, [1981] ECR 2595,
paragraph 27; and, in relation to competition proceedings, the judgment of 28 February 1984 in Joined Cases
228 and 229/82, Ford v Commission, [1984] ECR 1129). The applicant considers that the gravity of the
encroachment upon its copyright is disproportionate to the objective pursued, namely the creation of a new
market in comprehensive weekly television magazines.

79 The Commission considers that the decision is in conformity with the principle of proportionality which, it
has consistently been held, means that the charges imposed on market participants must not exceed "what is
appropriate and necessary to attain the objective sought".

80 It must be stressed that this is really an aspect of the same plea as that based on infringement of Article
3(1) of Regulation No 17, considered above. The principle of proportionality is implicit
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in that provision, which empowers the Commission to impose obligations on the undertakings concerned, for
the sole purpose of bringing the infringement to an end. As the Commission rightly maintains, the principle of
proportionality means, in this case, that the charges imposed on the undertakings in order to bring an
infringement of competition law to an end must not exceed what is appropriate and necessary to attain the
objective sought, namely the re-establishment of compliance with the rules infringed (on the principle of
proportionality, see in particular the judgment of the Court of Justice of 24 September 1985 in Case 181/84,
Man (Sugar) v IBAP [1985] ECR 2889, paragraph 20).

81 It is therefore sufficient to point out that it is clear from the Court' s findings concerning the plea of
infringement of Article 3 of Regulation No 17 that the order addressed to the applicant to authorize third
parties on request and on a non-discriminatory basis to publish its programme listings, possibly by granting a
licence subject to certain conditions, is an appropriate and necessary measure in order to bring the
infringement to an end.

82 In view of the foregoing considerations, the plea of failure to comply with the principle of proportionality
must therefore be dismissed as unfounded.

83 It follows that the alternative conclusions seeking the annulment of Article 2 of the decision must be
rejected, and that the application must be dismissed in its entirety.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)1991. British Broadcasting

Corporation and BBC Enterprises Ltd v Commission of the European Communities. Competition -
Abuse of adominant position - Copyright - Practices preventing the publication and sale of

comprehensive weekly television guides. Case T-70/89.

++++

1. Competition - Dominant position - Relevant market - Weekly television programme listings and magazines
publishing listings

(EEC Treaty, Art. 86)

2. Free movement of goods - Industrial and commercial property - Article 36 of the Treaty - Interpretation
taking account of the competition rules

(EEC Treaty, Arts 2, 3, 36, 85 and 86)

3. Competition - Dominant position - Copyright - Weekly television programme listings - Exercise of
copyright - Abuse - Conditions

(EEC Treaty, Arts 36 and 86)

4. Measures adopted by the Community institutions - Statement of reasons - Obligation - Scope - Decision
pursuant to the competition rules

(EEC Treaty, Art. 190)

5. Competition - Dominant position - Effect on trade between Member States - Criteria

(EEC Treaty, Art. 86)

6. Competition - Administrative procedure - Termination of infringements - Power of the Commission - Orders
given to undertakings

(Regulation No 17 of the Council, Art. 3(1) )

7. International agreements - Agreements between the Member States - Agreements antedating the EEC Treaty
- Article 234 of the Treaty - Object - Scope - Justification for restrictions on intra-Community trade - Not
permissible

(EEC Treaty, Art. 234)

1. The markets for weekly television programme listings and for the television magazines in which they are
published constitute, for the purposes of Article 86 of the Treaty, sub-markets within the markets for
television programme information in general. They offer a product - information on weekly programmes - for
which there is a specific demand, both from third parties wishing to publish and market comprehensive
television guides and from television viewers.

2. Within the system of the Treaty, Article 36 must, in defining the scope of the protection that article seeks
to give to industrial and commercial property rights, be interpreted in the light of the Community' s objectives
and activities as defined in Articles 2 and 3 of the EEC Treaty and that assessment must take into account, in
particular, the requirements arising out of the establishment of a system of free competition within the
Community, referred to in Article 3(f), which take the form, inter alia, of the prohibitions laid down in
Articles 85 and 86 of the Treaty.

3. While in principle the protection of the specific subject-matter of a copyright entitles the copyright holder
to reserve the exclusive right to reproduce the protected work and that is not called in question by the rules
of the Treaty and while the exercise of that exclusive right is
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not in itself an abuse, that does not apply when, in the light of the details of each individual case, it is
apparent that that right is exercised in such ways and circumstances as in fact to pursue an aim manifestly
contrary to the objectives of Article 86. In that event, the copyright is no longer exercised in a manner which
corresponds to its essential function, within the meaning of Article 36 of the Treaty, which is to protect the
moral rights in the work and to ensure a reward for the creative effort, while respecting the aims of, in
particular, Article 86.

That is the case where a television broadcasting company uses the copyright in its weekly programme listings
under national law to reserve the exclusive right to publish those listings, thus preventing the emergence on
the ancillary market of television magazines, where it enjoys a monopoly, of a new product containing the
programmes of all the broadcasting stations capable of being received by television viewers, for which there is
potential consumer demand.

4. Although, under Article 190 of the Treaty, the Commission is required, when adopting a decision pursuant
to the competition rules, to state the factual matters justifying the adoption of a decision, together with the
legal considerations which have led to its adopting it, the article does not require the Commission to discuss
all the matters of fact and law which may have been dealt with during the administrative proceedings.

5. The interpretation and application of the condition regarding effects on trade between Member States, under
Article 86 of the Treaty, must be based on the purpose of that condition which is to define, in the context of
the law governing competition, the boundary between the areas respectively covered by Community law and
the law of the Member States. Thus Community law covers any agreement or any practice which is capable
of constituting a threat to freedom of trade between Member States in a manner which might harm the
attainment of the objectives of a single market between the Member States, in particular by partitioning the
national markets or by affecting the structure of competition within the Common Market. It is enough,
therefore, in order for Article 86 to be applicable, that the abusive conduct should be capable of affecting
trade between Member States and it is not necessary to find that there is a real and present effect on
inter-State trade.

6. The power conferred on the Commission by Article 3(1) of Regulation No 17 to require the undertakings
concerned to bring an infringement to an end implies a right for the Commission to order such undertakings
to take or refrain from taking certain action with a view to bringing the infringement to an end. In that light,
the obligations imposed upon the undertakings must be defined with regard to requirements relating to
re-establishing compliance with the law, taking into account the details of each individual case.

7. Article 234 of the Treaty must be interpreted as meaning that a convention concluded before the entry into
force of the Treaty cannot be relied on to justify restrictions on trade between Member States. Article 234 is
intended to ensure that the application of the Treaty does not affect either the duty to observe the rights of
non-member countries under an agreement previously concluded with a Member State, or the observance by
that Member State of its obligations under that agreement and it affects only rights and obligations in force
between Member States and non-member countries.

In Case T-70/89,

The British Broadcasting Corporation and BBC Enterprises Limited, whose offices are in London, represented
by Jeremy Lever QC, Christopher Bellamy QC and Rupert Anderson, of the Bar of England and Wales,
instructed by Robin Griffith, Solicitor, London, with an address for service in Luxembourg at the Chambers of
Messrs Loesch and Wolter, 8 Rue Zithe,

applicants,

v
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Commission of the European Communities, represented by Jacques Bourgeois, a member of its Legal
Department, acting as Agent, assisted by Ian Forrester QC, of the Scottish Bar, with an address for service in
Luxembourg at the office of G. Berardis, a member of the Commission' s Legal Department, Wagner Centre,
Kirchberg,

defendant,

supported by

Magill TV Guide Limited, a company governed by Irish law, established in Dublin, represented by John D.
Cooke, Senior Counsel, of the Irish Bar, instructed by Messrs Gore &amp; Grimes, Solicitors, Dublin, with an
address for service in Luxembourg at the Chambers of Louis Schiltz, 83 Boulevard Grande-Duchesse
Charlotte,

intervener,

APPLICATION for a declaration that Commission Decision 89/205/EEC of 21 December 1988 relating to a
proceeding under Article 86 of the EEC Treaty (IV/31.851, Magill TV Guide/ITP, BBC and RTE) (Official
Journal 1989 No L 78, p. 43) is void,

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A. Saggio, President of the Chamber, Chr. Yeraris, C.P. Briet, D. Barrington and J. Biancarelli,
Judges,

Registrar: H. Jung,

having regard to the written procedure and further to the hearing on 21 February 1991,

gives the following

Judgment

Costs

80 Under Article 69 (2) of the Rules of Procedure of the Court of Justice, applicable mutatis mutandis to
procedure before the Court of First Instance under the third paragraph of Article 11 of the Council Decision
of 24 October 1988, cited above, the unsuccessful party is to be ordered to pay the costs if they have been
asked for in the successful party' s pleading. Since the applicant has failed in all its submissions, it must be
ordered to pay the costs, including those of the intervener.

On those grounds,

THE COURT (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs, including those of the intervener.

Facts and procedure

1 By application lodged at the Registry of the Court of Justice on 10 March 1989, the British Broadcasting
Corporation ("the BBC") and BBC Enterprises Limited sought the annulment of the Commission Decision of
21 December 1988 (hereinafter referred to as "the decision") in which the Commission found that their
policies and practices, at the material time, in relation to publication of their advance weekly listings for
television and radio programmes which may be received in Ireland and Northern Ireland constituted
infringements of Article 86 of the EEC Treaty in so far as
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they prevented the publication and sale of comprehensive weekly television guides in Ireland and Northern
Ireland. This action is linked with the concurrent actions for the annulment of that decision brought by the
two other organizations to which it was addressed, namely Radio Telefis Eireann ("RTE") and Independent
Television Publications Ltd ("ITP") (Cases T-69/89 and T-76/89).

2 The background to the decision may be summarized as follows. Most homes in Ireland and between 30 and
40% of homes in Northern Ireland can receive at least six television channels: RTE1 and RTE2, provided by
RTE, which enjoys a statutory monopoly for the provision of a national radio and television broadcasting
service in Ireland, BBC1 and BBC2, provided by the BBC, and ITV and Channel 4, provided at the material
time by the companies franchised by the Independent Broadcasting Authority ("the IBA") to supply
independent television programmes. In the United Kingdom, the BBC and the IBA enjoyed a duopoly for the
provision of national television broadcasting services. In addition, many television viewers in Great Britain and
Ireland could receive several satellite channels either directly or through cable networks. There was, however,
no cable television in Northern Ireland.

At the material time, no comprehensive weekly television guide was available on the market in Ireland or
Northern Ireland owing to the policy of the organizations to which the decision was addressed regarding the
dissemination of information on the programmes of the six channels referred to above. Each of those
organizations published a specialized television guide containing only its own programmes and, under the
United Kingdom Copyright Act 1956 and the Irish Copyright Act 1963, claimed copyright in its weekly
programme listings, preventing their reproduction by third parties.

Those listings indicate programme content and specify the broadcasting channel, together with the date, time
and title of each programme. They go through a series of drafts, which become increasingly detailed and
precise at each stage, until a weekly schedule is finalized approximately two weeks before transmission. At
that stage, as the decision states (recital 7 in the preamble), the programme schedules become a marketable
product.

3 With particular reference to the present case, it is to be noted that the BBC reserved the exclusive right to
publish the weekly programme schedules for BBC1 and BBC2 in the Radio Times, its own magazine for
presenting its programmes.

4 The BBC is incorporated in the United Kingdom by Royal Charter and broadcasts under a licence granted
by the Secretary of State for Home Affairs. Its principal object is to provide, as a public service, radio and
television broadcasting services for general reception in the United Kingdom. By a resolution dated 8 January
1981, annexed to its licence, the BBC recognized its duty to ensure that programmes maintain a high general
standard regarding the quality of its service and to present a wide range of programmes. Another object of the
BBC, under its charter, is to compile, print, publish, issue, circulate and distribute, with or without charge,
such printed matter as may be conducive to the attainment of any of its objects.

5 The BBC is funded by a licence fee, which constitutes its main revenue, by grants and by its own trading
activities, including publishing, carried out through its wholly owned subsidiary, BBC Enterprises Limited. The
documents in the case show, for example, that the BBC' s pre-tax profit for the year to 31 March 1988
amounted to UK 1 198 million from licence fees and grants. For the same period, the pre-tax profit of BBC
Enterprises Ltd amounted to Stg 6.4 million, of which the Radio Times accounted for UK 4.2 million.

In that connection, it must be noted that the Radio Times is published for commercial gain by BBC
Enterprises Ltd under the control of its parent organization, which also determines overall policy for the
licensing of its radio and television programme listings. For that reason, the Commission took the view that
the two applicant organizations (hereinafter referred to collectively as "the
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BBC" or "the applicant") should in that respect be regarded as a single undertaking for the application of
Article 86 in the present case (see recital 19 in the preamble to the decision).

6 At the time of the adoption of the decision, the Radio Times published the television programme listings for
BBC1 and BBC2 only, supplemented inter alia by cast lists and synopses, and the BBC radio programme
listings. The Radio Times also contained feature articles, background information and readers' letters, which
accounted for about a third of the pages in the magazine, excluding advertising space. To cater for the
diversity of local and regional variations, sixteen editions of the Radio Times were published each week. The
selling price of the Radio Times was UK 0.37 or IR 0.52. In Ireland, about 15 000 copies of the Radio Times
were sold each week. In Northern Ireland, weekly sales were about 75 000 copies, which means, according to
the documents in the case, that it was bought by about 25% of households. According to the information
supplied by the applicant, the Radio Times and the TV Times, the television guide published by ITP, were the
two best-selling magazines in the United Kingdom, where over 97% of the total weekly sales (averaging over
3 million copies) of the Radio Times were made.

7 At the material time, the BBC' s policy towards third parties with regard to information concerning its
programmes was as follows: it provided daily and weekly newspapers with its programme schedules free on
request, accompanied by a licence for which no fee was charged, setting out the terms on which that
information might be reproduced. Daily newspapers could thus publish the daily listings or, at weekends and
public holidays, the listings for two days, subject to certain conditions as to the format of publication. Weekly
newspapers were also permitted to publish "highlights" of the week' s television programmes. The BBC
ensured strict compliance with the licence conditions, by taking legal proceedings, where necessary, against
publications which failed to comply with them.

8 The publisher Magill TV Guide Limited (hereinafter referred to as "Magill"), a company governed by Irish
law, is a wholly owned subsidiary of Magill Publications Holding Limited. It was established in order to
publish in Ireland and Northern Ireland a weekly magazine containing information on the television
programmes available to viewers in that area, the Magill TV Guide. According to the information provided by
the parties, publication commenced in May 1985. The magazine initially confined itself to providing
information on BBC, RTE, ITV and Channel 4 weekend programmes and on highlights of their weekly
programmes. After the publication on 28 May 1986 of an issue of the Magill TV Guide containing all the
weekly listings for all the television channels available in Ireland - including BBC1 and BBC2 - an Irish
court, in response to an application from BBC, RTE and ITP, issued an interim injunction restraining Magill
from publishing weekly listings for those organizations' programmes. Following that injunction, Magill ceased
its publishing activities. The substance of the case was considered in part by the High Court which, in a
judgment of 26 July 1989 delivered by Mr Justice Lardner, gave its ruling on the scope of the copyright in
the programme listings under Irish law. The judge stated: "I am satisfied by the evidence that the BBC' s
weekly TV programme schedules as published in Radio Times are the end product of a long process of
planning, preparation, arrangement and revision which involves a great deal of work and experience and the
exercise of skill and judgment. They are the creation of the BBC and in my judgment they constitute an
original literary work in the sense of a compilation within Sections 2 and 8 of the Copyright Act 1963 in
which the BBC and BBC Enterprises Limited have shown that they are entitled to copyright in the Republic
of Ireland" ([1990] ILRM 534, at p. 550).

9 Previously, on 4 April 1986, with a view to the publishing of complete weekly listings, Magill had lodged a
complaint with the Commission under Article 3 of Regulation No 17 of the Council of 6 February 1962, First
Regulation implementing Articles 85 and 86 of the Treaty (Official Journal, English Special Edition
1959-1962, p. 87; hereinafter referred to as "Regulation No 17"), seeking a finding that the ITP, BBC and
RTE were abusing their dominant position by refusing to grant licences for the publication of their respective
weekly listings. On 16 December 1987

© An extract from a JUSTIS database



61989A0070 European Court reports 1991 Page II-00535 6

the Commission decided to initiate a proceeding; in March 1988 it sent the BBC a statement of objections and
finally, on 21 December 1988, it adopted the decision with which the present action is concerned.

10 In the decision, the relevant products are defined as follows for the three organizations concerned: they are
the advance weekly programme listings of ITP, the BBC and RTE, and also the television guides in which
those listings are published (first paragraph of recital 20 in the preamble). In the Commission' s definition, a
programme listing is "a list of programmes to be broadcast by or on behalf of a broadcasting organization
within a given period of time, the list including the following information: the title of each programme to be
broadcast, the channel, the date and time of transmission" (recital 7).

The Commission finds that because of the factual monopoly enjoyed by the broadcasting organizations over
their respective weekly listings, third parties interested in publishing a weekly television guide are "in a
position of economic dependence which is characteristic of the existence of a dominant position". Furthermore,
the Commission adds, that monopoly is strengthened into a legal monopoly in so far as those organizations
claim copyright protection for their respective listings. In those circumstances, the Commission observes, "no
competition from third parties is permitted to exist on [the relevant] markets". From that it infers that "ITP,
BBC and RTE each hold a dominant position within the meaning of Article 86" (recital 22).

11 To establish the existence of an abuse, the decision relies more particularly on subparagraph (b) of the
second paragraph of Article 86 of the Treaty, pursuant to which an abuse is committed if an undertaking
holding a dominant position limits production or markets to the prejudice of consumers (first paragraph of
recital 23 in the preamble). The Commission considers in particular that "substantial potential demand... for
comprehensive TV guides" exists on the market (ibid., fourth paragraph). It finds that, by using its dominant
position "to prevent the introduction on to the market of a new product, that is, a comprehensive weekly TV
guide", the applicant is abusing that dominant position. It adds that a further element of the abuse is that, by
virtue of the offending policy regarding information on its programmes, the applicant retains for itself the
derivative market for weekly guides for those programmes (recital 23).

The Commission therefore rejects the argument that the conduct to which it objects is justified by copyright
protection and states that in the present case ITP, the BBC and RTE "use copyright as an instrument of the
abuse, in a manner which falls outside the scope of the specific subject-matter of that intellectual property
right" (penultimate paragraph of recital 23).

12 With respect to the measures intended to bring the infringement to an end, Article 2 of the operative part
of the decision is worded as follows: "ITP, BBC and RTE shall bring the infringements as mentioned in
Article 1 to an end forthwith by supplying each other and third parties on request and on a non-discriminatory
basis with their individual advance weekly programme listings and by permitting reproduction of those listings
by such parties. This requirement does not extend to information in addition to the listings themselves, as
defined in this Decision. If they choose to supply and permit reproduction of the listings by means of
licences, any royalties requested by ITP, BBC and RTE should be reasonable. Moreover, ITP, BBC and RTE
may include in any licences granted to third parties such terms as are considered necessary to ensure
comprehensive high-quality coverage of all their programmes, including those of minority and/or regional
appeal, and those of cultural, historical and educational significance. The parties are therefore required, within
two months from the date of notification of this Decision, to submit proposals for approval by the
Commission of the terms upon which they consider third parties should be permitted to publish the advance
weekly programme listings which are the subject of this Decision".

13 Concurrently with the present application for a declaration that the decision is void, the applicant, in a
separate application also lodged on 10 March 1989, sought the suspension of the operation
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of Articles 1 and 2 of the decision. By order of 11 May 1989, the President of the Court of Justice ordered
"the suspension of the operation of Article 2 of the contested decision in so far as it obliges the applicants to
bring the infringement found by the Commission to an end forthwith by supplying each other and third parties
on request and on a non-discriminatory basis with their individual advance weekly programme listings and by
permitting reproduction of those listings by such parties". For the rest, the applications for interim measures
were dismissed (Joined Cases 76, 77 and 91/89 R, [1989] ECR 1141, paragraph 20 of the order).

By order of 6 July 1989 in the present proceedings for the annulment of the decision, the Court of Justice
gave leave to Magill to intervene in support of the Commission' s conclusions. The written procedure took
place in part before the Court of Justice which, by order of 15 November 1989 pursuant to Article 3(1) and
Article 14 of the Council Decision of 24 October 1988 establishing a Court of First Instance of the European
Communities, referred the case to the Court of First Instance. Upon hearing the report of the
Judge-Rapporteur, the Court of First Instance decided, at the end of the written procedure, to open the oral
procedure without any preparatory inquiry.

Form of order sought by the parties

14 The BBC, the applicant, claims that the Court should:

(a) Declare the decision null and void in so far as it applies to the BBC;

(b) In the alternative, declare that the Commission has no power under Community law to order the BBC to
supply any third parties with its weekly programme listings and to permit reproduction of those listings
either on terms to be approved by the Commission or on any terms, including by way of licence;

(c) Order the Commission to pay the costs.

The Commission, the defendant, contends that the Court should:

(a) Dismiss the application;

(b) Order the applicant to pay the costs of the Commission.

The application for the annulment of the decision as a whole

15 In support of its application for a declaration that the decision is void, the applicant alleges breach of
Article 86 of the Treaty and inadequate statement of the reasons for the finding of an infringement of that
article.

Breach of Article 86 of the Treaty and inadequate statement of reasons

Arguments of the parties

16 As regards the precondition for applying Article 86 in relation to the holding of a dominant position, the
applicant challenges the definition of the relevant market adopted in the decision. Unlike the Commission, it
considers that the products to be taken into consideration in assessing its position in the market, for the
purposes of Article 86, are not its weekly listings and the television guides in which those listings are
published but broadcasting services. The applicant considers that its function as a public service broadcaster
includes not only preparing listings as part of programme planning but also disseminating information about
its programmes as widely as possible. The publication of the Radio Times thus met the requirements of the
BBC' s public service function in so far as it gave exhaustive details of its programmes, served regional
interests and minorities and was available on the market at a reasonable price.

The applicant claims that it does not hold a dominant position in the market for the provision of broadcasting
services. It states that the major broadcaster in Ireland is RTE and that reception
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of the BBC' s programmes there is fortuitous. In Northern Ireland, the BBC faces strong competition from
private television companies.

17 But the applicant further claims, in the alternative, that if, contrary to its contention, broadcasting services
were not regarded as the relevant market, that market must be defined as comprising television programme
information generally. It considers that the diverse sources of information on television programmes, such as
daily or weekly newspapers, trailers, teletext services and previous knowledge of programme times, are
substitutable for television guides, as may be seen in particular from the fact that relatively few people in
Ireland buy the Radio Times. Television magazines thus do not constitute a market separate from that for
programme information in general.

In that connection, the applicant states that it does not hold a dominant position on the market in television
programme information in general, in so far as only a small proportion of viewers purchase weekly guides
such as the Radio Times. It explains that, for most viewers, the programme information published inter alia in
daily or weekly newspapers is largely substitutable for weekly television magazines.

Having expounded its position, the applicant goes on to dispute the Commission' s contention that its
programme listings constitute a market. It states, first, that its factual or legal monopoly over its own
programme listings which, it asserts, is merely a consequence of its copyright and the exercise thereof, does
not in itself give rise to a dominant position within the meaning of Article 86. It refers in that respect to the
judgment of the Court of Justice of 8 June 1971 in Case 78/70 (Deutsche Grammophon v Metro [1971] ECR
487, in particular paragraph 16). Following that preliminary observation, the applicant states in particular that
general weekly television magazines have never existed on the relevant geographical market. Consequently, as
far as the BBC' s weekly listings are concerned, no third party is in fact in a position of economic
dependence characteristic of the existence of a dominant position. The applicant concludes, therefore, that the
mere presence of "potential publishers" on a market for general weekly television magazines which it regards
as entirely hypothetical is not a sufficient basis for establishing the existence of a dominant position within the
meaning of Article 86.

18 The applicant also challenges the analysis which led the Commission to find that its policy on programme
information constituted an abuse within the meaning of Article 86. It claims primarily that by reserving the
exclusive right of reproducing its programme listings and first placing them on the market it was doing no
more than protecting the specific subject-matter of its copyright, which cannot in any way constitute an abuse
within the meaning of Article 86. In the alternative, it maintains that even if the contested actions were
capable of constituting an abuse, it has not been established that they could be classified as such in the
present case. The applicant' s reasoning comprises four parts.

19 The applicant refers in the first place to its copyright in its own programme listings in Ireland and
Northern Ireland. Referring to the judgment of the Court of Justice of 5 October 1988 in Case 238/87, Volvo
v Veng [1988] ECR 6211, and the judgment of 14 September 1982 in Case 144/81, Keurkoop v Nancy Kean
Gifts [1982] ECR 2853, it states that, as Community law now stands and in the absence of Community
standardization or harmonization of national laws, it is for the national legislature to lay down the conditions
and procedures relating to copyright protection and, in particular, to determine what products are to enjoy such
protection. The applicant points out that copyright subsists in the programme listings, as defined by the
Commission in recital 7 of the Decision, in both Ireland and Northern Ireland. It refers in that regard to the
judgments given by the English High Court of Justice in BBC and ITP v Time Out Limited [1984] FSR 64
and by the Irish High Court in RTE, BBC and ITP v Magill, cited above. It emphasizes that, under both
United Kingdom and Irish legislation, copyright entitles the owner inter alia to prevent reproduction and
publication
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of the copyright work.

20 Secondly, the applicant maintains that the Court of Justice has consistently held that action taken by an
undertaking under national law to protect the specific subject-matter of an intellectual property right cannot
itself constitute "abuse" within the meaning of Article 86. It refers in particular to the judgment in Volvo v
Veng (cited above, paragraph 8 of the judgment). Citing the judgment of the Court of Justice of 6 October
1982 and the opinion of Mr Advocate General Reischl in Case 262/81, Coditel v Ciné-Vog Films [1982] ECR
3381, it submits that the Treaty does not affect the specific subject-matter of intellectual property rights
conferred by the laws of the Member States. The applicant states that the specific subject-matter of copyright,
which is at issue in this case, necessarily includes an exclusive right to reproduce and publish the protected
work, and to exercise the corresponding legal remedies (judgment of the Court of Justice of 17 May 1988 in
Case 158/86, Warner Brothers and Others v Christiansen [1988] ECR 2605, paragraph 13).

21 Having regard to the foregoing considerations, the applicant states, in the third place, that by refusing to
authorize publication of its weekly programme listings and by instituting proceedings against Magill, it was
merely protecting the specific subject-matter of its copyright in its own programme listings. The Commission'
s finding that the contested practices fall "outside the scope of the specific subject-matter" of the copyright, is
therefore manifestly erroneous.

22 The Commission also failed, according to the applicant, to meet its obligation to state the reasons on
which its decision was based, contrary to Article 190 of the Treaty as interpreted by the Court of Justice in
its judgment of 26 November 1975 in Case 73/74 (Papiers Peints v Commission [1975] ECR 1491). The
applicant alleges both that the Commission did not state in the decision what it considered to be "the scope of
the specific subject-matter" of the copyright, and that it did not state its reasons for considering, contrary - in
the applicant' s submission - to the settled case-law confirmed in the judgment in Volvo v Veng, that the
contested conduct fell outside the specific subject-matter of the copyright. The applicant points out, in
particular, that the decision does not refer to any exceptional circumstances of the kind mentioned in
paragraph 9 of the Volvo judgment (reproduced in paragraph 33, below) which might, if appropriate, make it
possible to establish that the exercise of an intellectual property right by its holder constituted an abuse. In the
applicant' s submission, the failure to state adequate reasons was unlawful in particular because the decision
was the first occasion on which the Commission had called into question the exclusive right of reproducing
and of first placing on the market the subject-matter of a copyright.

23 Fourthly, and finally, the applicant contends, in the alternative, that even if, contrary to the view set out
above, the contested actions were nevertheless capable of constituting an abuse of a dominant position, the
Commission has not established the existence of any such abuse. The Commission has not proved that, for the
purposes of subparagraph (b) of the second paragraph of Article 86, the absence of a comprehensive weekly
television guide as a result of the applicant' s licensing policy is actually to the prejudice of consumers as a
whole. The applicant asserts that a mere refusal by a copyright owner to participate in the creation of a new
product, in this case a general television magazine, cannot constitute an abuse merely because the Commission
considers that it meets a particular demand. In that regard it claims, on the basis of the judgment of the Court
of Justice of 29 June 1978 in Case 77/77 (BP v Commission [1978] ECR 1513), that in the absence of proof
of any prejudice to consumers, the Commission has no right to override the policy legitimately adopted by the
applicant and impose its own views.

24 As far as the effect on trade between Member States - a precondition for the application of Article 86 - is
concerned, the applicant merely points out that, in its abovementioned judgment of 26 July 1988, the Irish
High Court found that Magill had not established that the BBC' s
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programme information policy had had a significant or appreciable effect on trade between Member States.

25 The Commission rejects all the applicant' s arguments concerning the alleged breach of Article 86 and
inadequate statement of reasons.

26 In order to establish the existence of a dominant position, the Commission reaffirms the arguments on
which the reasoning for the decision was based. In substance, it states that each of the applicants holds a
dominant position in two narrow markets. The first relates to its own programme listings for the week ahead,
over which it enjoys a monopoly. The second is the market for weekly television magazines, which in the
Commission' s view constitutes a separate sub-market within the general market for daily and weekly
publications, being alone in offering a product - in this case complete information on the weekly programmes
of the BBC - for which there is a specific demand on the part of television viewers. In that regard, the
Commission stresses that, at the material time, Ireland and the United Kingdom were the only Member States
in which there was no comprehensive weekly television guide, such as to be capable of competing with the
Radio Times, which thus enjoyed a monopoly.

27 In order to demonstrate that the conduct at issue constitutes an abuse, the Commission bases its reasoning
on the premiss - which it explicitly accepted at the hearing - that programme listings enjoy copyright
protection under domestic law. It maintains, first, that even on that assumption the relevant policies and
practices of the applicant are not covered by copyright protection as recognized in Community law.

28 In that connection, the Commission first draws attention, in general terms, to the incompatibility with
Community rules of a national law which upholds the existence of copyright in programme listings. It points
out that, as has consistently been held, the television industry is subject to the Community rules (see in
particular the judgment of the Court of Justice of 6 October 1982 in Case 262/81, Coditel v Ciné-Vog Films,
cited above). It stresses that national rules creating copyright in programme listings would allow broadcasting
companies to use a legitimate legal monopoly in radio and television broadcasts on a particular frequency in
order to retain an unlawful monopoly over the ancillary downstream market in publications of those weekly
listings and thus prevent the emergence of a competing product of a new kind in the form of a comprehensive
television guide. The existence of copyright in programme listings would also hinder the achievement of a
single market in broadcasting services on the basis of Article 59 of the Treaty. In the absence of a single
market in programme information, consumers' rights to enjoy "télévision sans frontières" would be undermined
since television viewers, reluctant to buy a multitude of magazines each giving programme details for only
one channel, would likewise be less inclined to watch programmes, particularly in a foreign language, about
which they had little information.

29 The Commission points out that, in order to resolve the conflict referred to in the preceding paragraph,
between copyright on the one hand and the rules on, inter alia, freedom of competition on the other, the
proper approach is, as has consistently been held, to identify in each particular case the "specific
subject-matter" of the intellectual property right, which alone merits special protection within the Community
legal order and thereby justifies certain encroachments on the Community rules. In that connection, the
Commission first reflects on the legitimacy of copyright in programme listings and the underlying reasons for
the maintenance thereof, which it describes as unusual. It is necessary, the Commission submits, to appraise
the legal and economic "value" and "well-foundedness" of the copyright in the weekly listings in the present
case, having regard to the objectives normally attributed to such a right. In that light, it asserts, it is necessary
to take into consideration, inter alia, the nature of the property protected from the technological, cultural or
innovative point of view, together with the purpose and justification in domestic law of the copyright in
listings (see, in particular, the following judgments of the Court of Justice:
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judgment of 8 June 1982 in Case 258/78, Nungesser v Commission [1982] ECR 2015; judgment of 6 October
1982 in Case 262/81, Coditel v Ciné-Vog Films, cited above; judgment of 30 June 1988 in Case 35/87,
Thetford Corporation v Fiamma [1988] ECR 3585, paragraphs 17 to 21; and judgment of 17 May 1988 in
Case 158/86, Warner Brothers v Christiansen, cited above, paragraphs 10 to 16).

30 Applying those criteria, the Commission submits that, in the present case, the programme listings are not in
themselves secret, innovative or related to research. On the contrary, they are mere factual information in
which no copyright could therefore subsist. The creative effort required for their preparation is directly
rewarded by the size of the audience for the programmes. The impact of the decision on the copyright in the
programme listings does not extend in any way to broadcasting activity, which is distinct from publishing.
Referring to the opinion of Mr Advocate General Mischo in Thetford, cited above, the Commission observes
that the maintenance of copyright in programme listings can only be explained by the desire to "reserve a
monopoly" to its owner.

31 Secondly, having thus maintained that copyright protection for programme listings does not fulfil the
essential function of such a right, the Commission stresses that the applicant' s policy as regards information
concerning its weekly programmes constitutes an abuse. That abuse resides in particular, it claims, precisely in
the arbitrary refusal - that is to say a refusal not justified by requirements of secrecy, research and
development or other objectively verifiable considerations - to authorize Magill and other "potential entrants"
into the weekly television magazine market to publish that information, solely for the purpose of preventing
the emergence of any competing product.

32 In that regard, the Commission submits that the applicant' s licensing policy discriminated "against the
emergence of a new product in the form of a multi-channel guide which would compete with [the] captive
guide" of each of the organizations in question or, in other words, "against Magill and other potential market
entrants offering comprehensive weekly guides". The Commission also states that "if the broadcast companies
for some reason chose not to disseminate to anyone the information about forthcoming programmes, the
analysis might be different; but they do disseminate it to two categories of economic operator: their own
captive periodicals, and daily publications which do not compete with the captive periodicals. These factors
indicate that the refusal to tolerate publication by others is arbitrary and discriminatory". That arbitrariness is
confirmed by the fact that the BBC discriminated against general television magazines published in certain
Member States, but did not prevent such publications in Belgium and the Netherlands.

33 The Commission also refers, in support of its argument, to the judgments of the Court of Justice of 5
October 1988 in Case 238/87, Volvo v Veng, cited above, paragraph 9, and Case 53/87, CICRA v Renault,
[1988] ECR 6039, paragraph 16. It cites in particular paragraph 9 of the Volvo judgment: "the exercise of an
exclusive right by the proprietor of a registered design in respect of car body panels may be prohibited by
Article 86 if it involves, on the part of an undertaking holding a dominant position, certain abusive conduct
such as the arbitrary refusal to supply spare parts to independent repairers, the fixing of prices for spare parts
at an unfair level or a decision no longer to produce spare parts for a particular model even though many cars
of that model are still in circulation, provided that such conduct is liable to affect trade between Member
States". According to the Commission, the conduct for which the applicant is criticized is similar to the
arbitrary refusal, referred to by the Court in the judgments cited above, by the owner of a registered design to
supply spare parts to independent repairers who depend on such supply for their business. By refusing to
authorize, inter alia, Magill to publish its weekly listings, the applicant was hindering Magill in its activity of
publishing general television magazines.

Similarly, the Commission further contends that the conduct for which the BBC is criticized is different from
that which the Court held to be lawful in the Volvo judgment. It is apparent from
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that judgment that the fact that a car manufacturer who holds protective rights in a design reserves for himself
the right to manufacture all spare parts for his cars does not in itself constitute an abuse (paragraph 11 of the
judgment). In the present case the Commission draws attention to the fact that the market in spare parts was
within the area of Volvo' s main business activity. By contrast, the BBC was exploiting a dominant position
in one market (the market in information on its programmes) which is within the area of its main activity -
broadcasting - in order to obtain advantages in the publishing market, a separate economic activity,
downstream. Moreover, the prejudice to consumers, who were denied access to a new product, namely a
general television magazine for which there was a strong demand, is an aggravating factor which renders the
applicant' s policy as regards information on its weekly programmes abusive. On the other hand, the
Commission emphasizes, in the Volvo case consumers were able to obtain the spare parts and competition was
possible between independent repairers, and indeed between the various manufacturers themselves, since
customers could opt for other makes if spare parts became too costly or difficult to obtain.

34 The Commission also rejects the applicant' s arguments concerning its public-service duties. It considers
that it was incumbent on the BBC to adapt the content and the presentation of the Radio Times, if it
considered such action appropriate.

35 The Commission states that its analysis of the abuse of copyright applies also to situations different from
that at issue in this case, in the area of computer software for example.

36 In support of its contention that the applicant' s conduct is capable of affecting trade between Member
States, the Commission states that the effect on trade between Ireland and the United Kingdom is to be
determined by reference, inter alia, to the potential level of trade in comprehensive guides. It notes that the
existence of a potential trade in television guides between Ireland and Northern Ireland is attested by
statements made by a BBC expert at the oral hearing of the applicant. That expert explained that the applicant'
s reluctance to see multi-channel guides published was due to apprehension that such guides, published in
English and containing, inter alia, information on BBC programmes, might be imported into the United
Kingdom.

37 The intervener, Magill, states that the High Court has now found that in Irish law copyright does subsist in
programme listings and that that copyright was infringed by Magill. Accordingly, the outcome of the
proceedings brought against Magill by the BBC, ITP and RTE before the Irish court will depend on the ruling
of the Community Court on the question whether the practices criticized in the Commission Decision are
compatible with Community law. Magill points out that the effects of the interlocutory injunctions made in
1986 and the costs incurred in the proceedings before the national court have put it out of business and driven
it from the market-place as a competitor of BBC, ITP and RTE.

38 Magill supports all the Commission' s observations. It disputes the applicant' s interpretation to the effect
that the decision requires the grant of compulsory licences. It highlights the importance of the consent of the
copyright owner. In Magill' s submission, "if... no licences were granted to any third party.. [the applicant]
could genuinely argue that it was doing no more than exploiting its exclusive right of ownership to its own
advantage". However, once the applicant chooses to grant licences for the reproduction of information
concerning its daily programmes, it may not, in Magill' s view, use its copyright to prevent the publication of
its weekly listings by third parties.

39 Magill also claims that the conduct complained of constitutes an abuse within the meaning of Article 86
"precisely because it has been contrived in an identical manner between three national television authorities so
as to impose a common regime upon all competing news media throughout two Member States for the
purpose of protecting a market share which they have appropriated to their own three publications". Magill
considers that that common regime is based on a tacit agreement.
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40 The applicant states in its reply that the Commission has raised before the Court new facts and arguments
which do not appear either in the statement of objections or in the decision. The Commission is thereby
infringing the right to a fair hearing both during the administrative procedure and before the Court (judgment
of the Court of Justice of 4 July 1963 in Case 24/62, Germany v Commission [1963] ECR 63, and judgment
of 15 March 1967 in Joined Cases 8 to 11/66, Cimenteries CBR v Commission [1967] ECR 75).

The applicant maintains in particular that the Commission' s argument calling into question the compatibility
with Community law of national law providing for copyright in programme listings is not admissible before
the Court, since it is a fresh issue. It stresses that the argument that copyright in programme listings
constitutes "copyright over facts and ideas" is inadmissible. The Commission' s allegations that the conduct
concerned was arbitrary and discriminatory are also inadmissible; they, too, appear in neither the statement of
objections nor the decision. In that connection, the applicant observes that the reasoning contained in recital
23 in the preamble to the decision - assuming it to be correct - would not be invalidated if the BBC had
never granted any licences to third parties. It is thus clear that the decision is not based on a finding of
discrimination. Consequently, in the applicant' s submission, the decision cannot be supported on the ground
that there is discrimination, since discrimination is not the basis of the decision. The applicant also denies the
admissibility of the submission, made only by Magill, alleging the existence of a tacit agreement between the
BBC, ITP and RTE. That submission, the applicant notes, alleges a breach of Article 85(1) of the Treaty, and
is therefore inadmissible.

41 With regard to the substance of the dispute, the applicant observes that, as regards the allegedly abusive
nature of its licensing policy, the Commission has not come to grips with the difficulty arising from the fact
that the refusal to authorize the reproduction of programme listings cannot constitute an abuse, since such a
course of action would lead to "the proprietor being deprived of the substance of its exclusive right". The
nature of the copyright material and its relative value are irrelevant to the assessment of the scope of that
right. The applicant states that the essential subject-matter and the basis of copyright are the same whether or
not the copyright material is innovative or is a "trade secret" or relates to a research activity. Thus, copyright
law in the United Kingdom and Ireland does not distinguish between works which are, in the Commission' s
expression, "banal" and other works, that being, in the applicant' s view, a purely subjective assessment.
Similarly, the fact that the BBC grants royalty-free licences to many third parties to print copyright
information every day not only does not mean that that information is worth little or does not constitute
"valuable" property, but is also irrelevant to assessment of the scope of the copyright covering it.

42 The applicant also rejects the Commission' s claim that the BBC engages in "a discriminatory licensing
policy" by reason of the fact that it licenses the copyright material to some categories of third parties but
excludes those who wish to produce a comprehensive weekly television magazine. It states that the essence of
discrimination is dissimilar treatment of objectively similar situations and it denies that its policy is
discriminatory, since it is willing to license any newspaper, periodical or magazine on the terms applied
hitherto. The applicant likewise rejects the argument put forward by the intervener that because, after agreeing
to furnish its listings to third parties, the BBC then restricted the conditions under which they might publish
them, the allegedly offending conduct went beyond protection of the specific subject-matter of the copyright.
The applicant contends in that regard that, as a matter of law, a copyright owner who pursues a liberal policy
and grants licences, albeit subject to some limitations, does not thereby subject himself to an obligation to
grant unlimited licences.

43 The applicant also contests the allegation of arbitrariness. It observes that the essential subject-matter of
copyright is a right to prevent third parties from reproducing the copyright material
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without the consent of the copyright owner, without the need for any "objectively verifiable consideration". It
points out, however, that its policy is objectively justified. A combination of the various sources of
programme information available on the market and the publication of the Radio Times as part of the BBC' s
public service function (see paragraph 16, above) is the best means of meeting public needs and demands. In
that connection, the applicant claims that the continued publication of the Radio Times in its present form as a
guide specializing in BBC programmes would probably no longer be commercially viable if comprehensive
weekly guides were published in Ireland and the United Kingdom.

44 Unlike the applicant, the Commission considers that the arguments of fact and law which it is putting
forward in the present proceedings do no more than amplify, clarify and consolidate the considerations
underlying the grounds of the decision, with which they are thus perfectly consistent. Even if that were not
the case, the Commission considers that, contrary to the applicant' s contention, the applicant' s right to a fair
hearing before the Court or during the administrative proceedings would not be prejudiced - at most the result
would be an inadequacy or an error in the reasoning of the decision, but that has not occurred in this case.
The Commission points out that the Court of Justice has held that it is not necessary "to state independent
and exhaustive reasons" for each part of a decision where "sufficient reasons can be deduced from the context
of all the findings stated in support of the decision as a whole" (judgment of 20 March 1957 in Case 2/56,
Geitling v High Authority [1957 and 1958] ECR 3, at p. 15). In the present case the principal matters of fact
and law underlying the decision were clearly, albeit succinctly, stated.

45 The Commission observes in particular that the fact that in the decision the assumption was made that
copyright subsisted in the materials at issue was completely consistent with the submission, at the stage of the
Court proceedings, that such copyright should not subsist in compilations of banal information.

As regards the finding that the applicant' s conduct was abusive, the Commission contends that the adjectives
arbitrary and discriminatory, applied to that conduct, do not reveal any new concept, even if they were not
used in the administrative procedure. They describe the abuse resulting from the fact that the applicant' s
licensing policy "discriminated against the emergence of a new product in the form of a multi-channel guide
which would compete with [the] applicant' s captive guide, while at the same time promoting the publicizing
of the applicant[' s] programmes through daily newspapers".

46 With regard to the substance of the dispute, the Commission pointed out at the hearing that the concern
expressed by the applicant over the viability of the Radio Times if it were to be faced with competition from
general television magazines had since proven to be unfounded, following the enactment by the United
Kingdom Parliament of the Broadcasting Act 1990. The changes brought about by that act led, as from March
1991, to the publication by the BBC and ITP of their respective magazines in the form of multi-channel
guides giving television viewers information on BBC, ITV, Channel 4 and satellite channel programmes.

Legal assessment

47 In the light of the arguments of the parties, detailed above, the Court, in its review of the merits of the
plea based on a breach of Article 86 and an inadequate statement of reasons, must examine four points. First
of all, the definition of the relevant product market must be considered; then, secondly, the applicant' s
position on that market must be determined. As a third stage, the Court must decide whether or not the
conduct at issue constitutes an abuse and whether the decision contains a sufficient statement of the reasons
on which it is based in that regard. Fourthly, it must rule on the effects of that conduct on trade between
Member States.
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The definition of the relevant products

48 As regards the definition of the relevant product market - according to the decision, the relevant products
are the applicant' s weekly programme listings and the television guides in which those listings are published -
the Court finds that, contrary to the applicant' s claims, the products thus defined represent specific markets
which cannot be identified either with the market for broadcasting services or with the market for information
on television programmes in general.

49 In the context of this dispute, the markets for weekly listings and for the television magazines in which
they are published fall within a sphere of economic activity - publishing - which is entirely separate from that
of broadcasting. It must be stressed that the listings are utilizable only as programme information, essential for
the production of television magazines. They are therefore clearly distinguishable from the programmes
themselves. Furthermore, the publication by the applicant of its own television magazine represents a
commercial activity totally unrelated to its main activity of broadcasting. That finding is not affected by the
fact that the applicant endeavours, as part of its public service function, to promote the programmes which it
broadcasts, inter alia by ensuring that the information on its programmes published in the Radio Times meets
certain criteria of quality and provides a full presentation of the programmes in that magazine' s sixteen
regional editions.

50 In fact, the markets for weekly listings and for the television magazines in which they are published
constitute sub-markets within the market for television programme information in general. They offer a product
- information on weekly programmes - for which there is a specific demand, both from third parties wishing
to publish and market comprehensive television guides and from television viewers. The former are unable to
publish such guides unless they have at their disposal all the weekly programme listings for the channels
which can be received within the relevant geographic market. As regards the latter, it must be observed that,
as the Commission rightly established in its decision, the programme information available on the market at
the time of the adoption of the decision, namely the complete lists of programmes for a 24-hour period - and
for a 48-hour period at weekends and before public holidays - published in certain daily and Sunday
newspapers, and the television sections of certain magazines covering in addition "highlights" of the week' s
programmes, are only to a limited extent substitutable for advance information to viewers on all the week' s
programmes. Only weekly television guides containing comprehensive listings for the week ahead enable users
to decide in advance which programmes they wish to follow and arrange any leisure activities for the week
accordingly.

That limited substitutability of weekly programme information is evidenced in particular by the success
enjoyed, at the material time, by the specialized television magazines which were all that was available on the
market in weekly guides in the United Kingdom and Ireland and, in the rest of the Community, by the
comprehensive television guides available on the market in the other Member States. That clearly demonstrates
the existence of a specific, constant and regular potential demand on the part of viewers, in this case in
Ireland and Northern Ireland, for television magazines containing comprehensive television programme listings
for the week ahead, irrespective of any other sources of programme information available on the market.

The existence of a dominant position

51 With regard to the applicant' s position on the relevant market, the Court notes that the BBC enjoyed, as a
consequence of its copyright in its programme listings, the exclusive right to reproduce and market those
listings. It was thus able, at the material time, to secure a monopoly over the publication of its weekly listings
in the Radio Times, a magazine specializing in its own programmes. Consequently, the applicant clearly held
at that time a dominant position both on the market represented by its weekly listings and on the market for
the magazines in which they were published in Ireland and Northern Ireland. Third parties such as Magill who
wished to publish a general television
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magazine were in a situation of economic dependence on the applicant, which was thus in a position to hinder
the emergence of any effective competition on the market for information on its weekly programmes
(judgment of the Court of Justice of 9 November 1983 in Case 322/81, Michelin v Commission [1983] ECR
3461, paragraph 30).

The existence of an abuse

52 Having established that the applicant occupied a dominant position at the material time, the Court must
determine whether or not its policy on the distribution of information concerning the BBC' s weekly
programmes, based on the exploitation of its copyright in the programme listings, constituted an abuse within
the meaning of Article 86. In order to do so, it is necessary to interpret Article 86 in the light of the
copyright in programme listings.

53 In the absence of harmonization of national rules or Community standardization, the determination of the
conditions and procedures under which copyright is protected is a matter for national rules. That division of
powers with regard to intellectual property rights was explicitly endorsed by the Court of Justice in its
judgment of 14 September 1982 in Case 144/81 (Keurkoop v Nancy Kean Gifts, cited above, paragraph 18 of
the judgment) and confirmed, in particular, in its judgments of 5 October 1988 in Case 53/87 (CICRA v
Renault, cited above, paragraph 10 of the judgment) and Case 238/87 (Volvo v Veng, cited above, paragraph
7 of the judgment).

54 The relationship between national intellectual property rights and the general rules of Community law is
governed expressly by Article 36 of the Treaty, which provides for the possibility of derogating from the rules
relating to the free movement of goods on grounds of the protection of industrial or commercial property.
However, that derogation is explictly made subject to certain reservations. The protection of intellectual
property rights conferred by national law is recognized, in Community law, only subject to the conditions set
out in the second sentence of Article 36. Under that provision, restrictions on free movement arising out of
the protection of intellectual property "shall not... constitute a means of arbitrary discrimination or a disguised
restriction on trade between Member States". Article 36 thus emphasizes that the reconciliation between the
requirements of the free movement of goods and the respect to which intellectual property rights are entitled
must be achieved in such a way as to protect the legitimate exercise of such rights, which alone is justified
within the meaning of that article, and to preclude any improper exercise thereof likely to create artificial
partitions within the market or pervert the rules governing competition within the Community. The exercise of
intellectual property rights conferred by national legislation must consequently be restricted as far as is
necessary for that reconciliation (see the judgment of 14 September 1982 in Case 144/81, Keurkoop v Nancy
Kean Gifts, paragraph 24).

55 Within the system of the Treaty, Article 36 must be interpreted "in the light of the Community' s
objectives and activities as defined by Articles 2 and 3 of the EEC Treaty", as the Court of Justice held in its
judgment of 9 February 1982 in Case 270/80 (Polydor v Harlequin [1982] ECR 329, paragraph 16). That
assessment must take into account, in particular, the requirements arising out of the establishment of a system
of free competition within the Community, referred to in Article 3(f), which take the form, inter alia, of the
prohibitions laid down in Articles 85 and 86 of the Treaty.

56 Under Article 36, as it has been interpreted by the Court of Justice in the light of the objectives pursued
by Articles 85 and 86 and the provisions governing the free movement of goods or services, only those
restrictions on freedom of competition, free movement of goods or freedom to provide services which are
inherent in the protection of the actual substance of the intellectual property right are permitted in Community
law. In its judgment of 8 June 1971 in Case 78/70, Deutsche Grammophon, cited above, which concerned a
right similar to copyright, the Court of Justice held: "Although it permits prohibitions or restrictions on the
free movement of products, which are justified
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for the purpose of protecting industrial and commercial property, Article 36 only admits derogations from that
freedom to the extent to which they are justified for the purpose of safeguarding rights which constitute the
specific subject-matter of such property" (paragraph 11 of the judgment; see also the judgment of 18 March
1980 in Case 62/79, Coditel v Ciné-Vog Films [1980] ECR 881, paragraph 14; judgment of 22 January 1981
in Case 58/80, Dansk Supermarked v Imerco [1981] ECR 181, paragraph 11; and judgment of 6 October 1982
in Case 262/81, Coditel, cited above, paragraph 12; with regard to intellectual property rights other than
copyright, see the judgment of 31 October 1974 in Case 16/74, Centrafarm v Winthrop [1974] ECR 1183;
judgment of 23 May 1978 in Case 102/77, Hoffmann-La Roche v Centrafarm [1978] ECR 1139, paragraph 8;
judgment of 25 February 1986 in Case 193/83, Windsurfing International v Commission [1986] ECR 611,
paragraph 45; judgments of 5 October 1988 in Case 53/87, CICRA v Renault, cited above, paragraph 11, and
Case 238/87, Volvo v Veng, cited above, paragraph 8; and judgment of 17 October 1990 in Case C-10/89,
S.A. CNL-SUCAL NV v HAG GF AG [1990] ECR I-3711, paragraph 12).

57 It is common ground that in principle the protection of the specific subject-matter of a copyright entitles
the copyright-holder to reserve the exclusive right to reproduce the protected work. The Court of Justice
expressly recognized that in its judgment of 17 May 1988 in Case 158/86, Warner Brothers v Christiansen,
cited above, in which it held that "[t]he two essential rights of the author, namely the exclusive right of
performance and the exclusive right of reproduction, are not called in question by the rules of the Treaty"
(paragraph 13; see also the judgment of 24 January 1989 in Case 341/87, EMI Electrola v Patricia Im- und
Export and Others [1989] ECR 79, paragraphs 7 and 14).

58 However, while it is plain that the exercise of the exclusive right to reproduce a protected work is not in
itself an abuse, that does not apply when, in the light of the details of each individual case, it is apparent that
that right is exercised in such ways and circumstances as in fact to pursue an aim manifestly contrary to the
objectives of Article 86. In that event, the copyright is no longer exercised in a manner which corresponds to
its essential function, within the meaning of Article 36 of the Treaty, which is to protect the moral rights in
the work and ensure a reward for the creative effort, while respecting the aims of, in particular, Article 86
(see, with regard to patent rights, the judgment of the Court of Justice of 14 July 1981 in Case 187/80, Merck
&amp; Co v Stephar [1981] ECR 2063, paragraph 10, and the judgment of 9 July 1985 in Case 19/84,
Pharmon v Hoechst [1985] ECR 2281, paragraph 26; with regard to copyright, see the judgment of 17 May
1988 in Case 158/86, Warner Brothers v Christiansen, cited above, paragraph 15). In that case, the primacy of
Community law, particularly as regards principles as fundamental as those of the free movement of goods and
freedom of competition, prevails over any use of a rule of national intellectual property law in a manner
contrary to those principles.

59 That analysis is borne out by the case-law of the Court of Justice which in its abovementioned judgments
of 5 October 1988 - Volvo v Veng, on which the Commission relies, and CICRA v Renault - held that the
exercise of an exclusive right which, in principle, corresponds to the substance of the relevant intellectual
property right may nevertheless be prohibited by Article 86 if it involves, on the part of the undertaking
holding a dominant position, certain abusive conduct. The questions referred to the Court in those two cases -
both references for a preliminary ruling - turned on whether the conduct of two car manufacturers who
reserved to themselves the exclusive right to manufacture and market spare parts for the vehicles which they
produced, on the basis of their registered designs for those parts, was permissible. The Court cited, as
examples of conduct constituting abuses within the meaning of Article 86, the arbitrary refusal to supply spare
parts to independent repairers, the fixing of prices for spare parts at an unfair level or a decision no longer to
produce spare parts for a particular model even though many cars of that model were still in circulation
(Volvo v Veng, paragraph 9, and CICRA v Renault, paragraph 18).
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60 In the present case, it must be noted that the applicant, by reserving the exclusive right to publish its
weekly television programme listings, was preventing the emergence on the market of a new product, namely
a general television magazine likely to compete with its own magazine, the Radio Times. The applicant was
thus using its copyright in the programme listings which it produced as part of its broadcasting activity in
order to secure a monopoly in the derivative market of weekly television guides. It appears significant, in that
connection, that the applicant also authorized, free of charge, the publication of its daily listings and of
highlights of its weekly programmes in the press in both Ireland and the United Kingdom. Moreover, it
authorized the publication of its weekly listings in other Member States, without charging royalties.

Conduct of that type - characterized by preventing the production and marketing of a new product, for which
there is potential consumer demand, on the ancillary market of television magazines and thereby excluding all
competition from that market solely in order to secure the applicant' s monopoly - clearly goes beyond what is
necessary to fulfil the essential function of the copyright as permitted in Community law. The applicant' s
refusal to authorize third parties to publish its weekly listings was, in this case, arbitrary in so far as it was
not justified either by the specific needs of the broadcasting sector, with which the present case is not
concerned, or by those peculiar to the activity of publishing television magazines. It was thus possible for the
applicant to adapt to the conditions of a television magazine market which was open to competition in order
to ensure the commercial viability of its weekly publication, the Radio Times. The applicant' s conduct cannot,
therefore, be covered in Community law by the protection conferred by its copyright in the programme
listings.

61 In confirmation of that finding, it must also be stressed that, contrary to its assertions, the applicant' s
refusal to authorize third parties to publish its weekly programme listings may be distinguished from the
refusal of Volvo and Renault, considered in the abovementioned judgments of 5 October 1988, to grant third
parties licences to manufacture and market spare parts. In the present case, the aim and effect of the applicant'
s exclusive reproduction of its programme listings was to exclude any potential competition from the
derivative market represented by information on the weekly programmes broadcast on BBC channels, in order
to maintain the monopoly enjoyed, through the publication of the Radio Times, by the applicant on that
market. From the point of view of outside undertakings interested in publishing a television magazine, the
applicant' s refusal to authorize, on request and on a non-discriminatory basis, any third party to publish its
programme listings is therefore comparable, as the Commission rightly stresses, to an arbitrary refusal by a car
manufacturer to supply spare parts - produced in the course of his main activity of car making - to an
independent repairer carrying on his business on the derivative market of automobile maintenance and repair.
Moreover, the applicant' s conduct stifled the emergence on the market of a certain type of product, namely
general television magazines. Consequently, in so far as it was in particular characterized, in that regard, by a
failure to take consumer needs into consideration, that conduct also presented a certain similarity to a decision
by a car manufacturer - envisaged as a hypothesis by the Court of Justice in the abovementioned judgments -
no longer to produce spare parts for certain models even though there was still a market demand for such
parts (Volvo v Veng, paragraph 9 of the judgment, and CICRA v Renault, paragraph 18). It is thus clear from
that comparison that the applicant' s conduct is not related, according to the criteria established in the case-law
to which the parties refer, to the actual substance of its copyright.

62 In the light of the foregoing considerations, the Court finds that, although the programme listings were at
the material time protected by copyright as laid down by national law, which still determines the rules
governing that protection, the conduct at issue could not qualify for such protection within the framework of
the necessary reconciliation between intellectual property rights and the fundamental principles of the Treaty
concerning the free movement of goods and freedom of competition. The aim of that conduct was clearly
incompatible with the objectives of Article 86.
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63 In that connection, however, the applicant also claims that the decision does not contain an adequate
statement of the reasons on which it is based. That claim cannot be upheld. In the decision, the Commission
clearly stated its reasons for finding that the applicant, by using its exclusive right to reproduce the listings as
the instrument of a policy contrary to the objectives of Article 86, went beyond what was necessary to ensure
the protection of the actual substance of its copyright and committed an abuse within the meaning of Article
86. Contrary to the applicant' s allegations, the statement of reasons in the contested decision is thus sufficient
to allow interested parties to ascertain the main legal and factual criteria on which the Commission based its
findings and to enable the Court to carry out its review. It therefore fulfils the conditions relating to the
respect of the right to a fair hearing as they have consistently been defined in the case-law. The Court of
Justice has held, inter alia in its judgment of 17 January 1984 in Joined Cases 43 and 63/82, VBVB and
VBBB v Commission [1984] ECR 19, that "although, under Article 190 of the Treaty, the Commission is
required to state the factual matters justifying the adoption of a decision, together with the legal considerations
which have led to its adopting it, the article does not require the Commission to discuss all the matters of fact
and law which may have been dealt with during the administrative proceedings" (paragraph 22; see also the
judgment of 11 July 1989 in Case 246/86, Belasco v Commission [1989] ECR 2117, paragraphs 55 and 56).
The legal and factual arguments essential to establishing the allegations made against the applicant in the
decision appeared in the statement of objections. The applicant' s contention that the administrative procedure
was unlawful must therefore also be dismissed (judgment of the Court of Justice of 25 October 1983 in Case
107/82, AEG v Commission [1983] ECR 3151, paragraph 30).

Effects on trade between Member States

64 It must be pointed out, first of all, that the interpretation and application of the condition that the abuse
must affect trade between Member States in order for Article 86 to be applicable "must be based on the
purpose of that condition which is to define, in the context of the law governing competition, the boundary
between the areas respectively covered by Community law and the law of the Member States. Thus
Community law covers any agreement or any practice which is capable of constituting a threat to freedom of
trade between Member States in a manner which might harm the attainment of the objectives of a single
market between the Member States, in particular by partitioning the national markets or by affecting the
structure of competition within the Common Market" (judgment of the Court of Justice of 31 May 1979 in
Case 22/78, Hugin v Commission [1979] ECR 1869, paragraph 17; see also the judgment of 6 March 1974 in
Joined Cases 6 and 7/73, Commercial Solvents v Commission [1974] ECR 223, paragraph 32; the judgment of
13 February 1979 in Case 85/76, Hoffmann-La Roche v Commission [1979] ECR 461, paragraph 125; and the
judgment of 14 February 1978 in Case 27/76, United Brands v Commission [1978] ECR 207, paragraph 201).
It is enough, in order for Article 86 to be applicable, that the abusive conduct should be capable of affecting
trade between Member States. It is therefore not necessary to find that there is a real and present effect on
inter-State trade (see, inter alia, the judgment of the Court of Justice of 9 November 1983 in Case 322/81,
Michelin v Commission, cited above, paragraph 104, and its judgment of 23 April 1991 in Case C-41/90,
Hoefner and Elser v Macrotron, [1991] ECR I-0000, paragraph 32).

65 In the present case, the Court finds that the applicant' s conduct modified the structure of competition on
the market for television guides in Ireland and Northern Ireland and thus affected potential trade flows
between Ireland and the United Kingdom.

The applicant' s refusal to authorize interested third parties to publish its weekly listings had decisive
repercussions on the structure of competition in the field of television magazines in the territory of Ireland and
Northern Ireland. Through its licensing policy which prevented, inter alia, Magill from publishing a general
television magazine to be marketed in both Ireland and Northern Ireland, the applicant not only eliminated a
competing undertaking from the market for television
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guides but also excluded any potential competition from that market, thus in effect maintaining the partitioning
of the markets represented by Ireland and Northern Ireland respectively. The conduct in question was therefore
undeniably capable of affecting trade between Member States.

It must further be pointed out that clear evidence of the appreciable effect which the policy at issue had on
potential trade flows between Ireland and the United Kingdom may be found in the specific demand for a
general television magazine of the Magill TV Guide type, demonstrated by the success of television magazines
specializing in the programmes of a single television channel in the absence, at the material time, of a
comprehensive television guide on the relevant geographical market. The applicant' s information policy as
regards weekly programmes hindered the production and marketing of general television magazines, which
were intended for all television viewers in Ireland and Northern Ireland. The relevant geographical area, within
which a single market in television broadcasting services has already been achieved, likewise represents a
single market for information on television programmes, particularly since trade is greatly facilitated by a
common language.

66 For all those reasons, the pleas based on a breach of Article 86 and inadequate statement of the reasons on
which the decision was based must be dismissed as unfounded.

67 It follows that the application for the annulment of the decision in its entirety must be dismissed.

The alternative application for the annulment of Article 2 of the decision

68 In support of its alternative conclusions, the applicant alleges infringement of Article 3(1) of Regulation No
17 and infringement of the Berne Convention of 1886 for the protection of literary and artistic works, as
revised at Brussels in 1948 and at Paris in 1971 (hereinafter referred to as "the Berne Convention"), with a
view to obtaining the partial annulment of the decision, confined to Article 2 in so far as it imposes
compulsory licensing.

Infringement of Article 3(1) of Regulation No 17 of the Council

Arguments of the parties

69 In the alternative, the applicant contests the obligation imposed upon it in Article 2 of the decision to
permit third parties to publish its weekly programme listings. It claims that the Commission has infringed
Article 3(1) of Regulation No 17, which provides: "Where the Commission, upon application or upon its own
initiative, finds that there is infringement of Article 85 or Article 86 of the Treaty, it may by decision require
the undertakings or associations of undertakings concerned to bring such infringement to an end". That article,
in the applicant' s submission, only authorizes the Commission to order the undertakings to bring the
infringement to an end. The applicant alleges that the Commission did not merely require the BBC to bring
the infringement to an end but laid down the precise manner in which that was to be brought about, by
requiring it to grant "compulsory licences of the protected works". The applicant points to other ways in
which, it submits, the infringement could have been terminated: ceasing publication of Radio Times, at least in
Ireland, selling the magazine as a going concern or offering the weekly listings by auction to the highest
bidder. It therefore considers that it is for the parties alone to determine how the termination of the
infringement, ordered by the Commission, is to be achieved.

70 The Commission, on the other hand, maintains that in Article 2 of the decision it not exceed its powers
under Article 3 of Regulation No 17. It points out that Article 2 suggests two ways of bringing the
infringement to an end: the supply to third parties on request and on a non-discriminatory basis of the listings
concerned with a view to their publication - the course preferred by the Commission - or the grant of licences
on conditions which take account of the parties' legitimate preoccupations. Contrary to the applicant' s
contention, the decision does not therefore impose a single solution
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but proposes, in a flexible manner, certain courses of conduct designed to bring the infringement to an end
which are consistent with well-established case-law and practice (see the judgment of the Court of Justice of 6
March 1974 in Joined Cases 6 and 7/73, Commercial Solvents v Commission, cited above).

Legal assessment

71 It is necessary to interpret Article 3(1) of Regulation No 17 in order to determine whether the Commission
is entitled to order the applicant to permit the publication of its weekly listings by third parties, if necessary
by granting licences. The Court notes that the power conferred on the Commission by Article 3 to require the
undertakings concerned to bring an infringement to an end implies, according to established case-law, a right
to order such undertakings to take or refrain from taking certain action with a view to bringing the
infringement to an end. In that light, the obligations imposed upon the undertakings must be defined with
regard to requirements related to re-establishing compliance with the law, taking into account the details of
each individual case. In its judgment of 6 March 1974 in Joined Cases 6 and 7/73, Commercial Solvents v
Commission, the Court of Justice held that Article 3 of Regulation No 17 "must be applied in relation to the
infringement which has been established and may include an order to do certain acts or provide certain
advantages which have been wrongfully withheld as well as prohibiting the continuation of certain action[s],
practices or situations which are contrary to the Treaty". It specified that "[f]or this purpose the Commission
may, if necessary, require the undertaking concerned to submit to it proposals with a view to bringing the
situation into conformity with the requirements of the Treaty" (paragraph 45). Moreover, the Court of Justice
has expressly acknowledged, in an order of 17 January 1980, that the Commission must be able to exercise
the right to take decisions conferred upon it "in the most efficacious manner best suited to the circumstances
of each given situation" (Case 792/79 R, Camera Care v Commission [1980] ECR 119, paragraph 17).

72 In the present case, the Court finds that the constituent elements of the infringement revealed by the
consideration of the first plea justify the measures imposed in Article 2 of the decision. The requirement that
the applicant supply ITP, RTE and third parties on request and on a non-discriminatory basis with its weekly
listings with a view to their publication is, in the light of the specific circumstances of the case as found by
the Court when considering the constituent elements of the infringement, the only means of bringing that
infringement to an end, as the Commission established in the contested decision. The various options
suggested by the applicant - which, although it does not appear to be envisaging or proposing their actual
implementation, claims that they are capable of bringing the abuse to an end, thus ostensibly demonstrating
that the Commission exceeded its powers by imposing the grant of licences - are not sufficient, in view of the
structure of the market for television magazines, to eliminate the effect of the exclusion of competition
described above, which constitutes an abuse. By ordering the applicant to permit third parties, on request and
on a non-discriminatory basis, to publish its weekly listings, the Commission did not deprive it of its choice
between the various measures which could bring the infringement to an end. It must, moreover, be emphasized
that the counterpart to the requirement that the applicant allow third parties to publish its listings, subject
possibly to the payment of reasonable royalties, is the applicant' s right, which Article 2 of the decision quite
properly recognizes, to include in any licences granted such terms as are necessary to ensure "comprehensive
high-quality coverage of all [its] programmes, including those of minority and/or regional appeal, and those of
cultural, historical and educational significance". That was the context in which the Commission ordered the
applicant, in the same article, to submit to it for approval proposals regarding such terms. All the obligations
placed on the applicant in Article 2 of the decision are thus justified in the light of their purpose, as defined
in Article 3(1) of Regulation No 17, namely to bring the infringement to an end. It follows that the
Commission did not go beyond the limits of its power of assessment under that
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paragraph.

73 For all those reasons, the plea based on infringement of Article 3(1) of Regulation No 17 must be
dismissed as unfounded.

Infringement of the Berne Convention

Arguments of the parties

74 Also in the alternative, the applicant maintains that even if Article 3 of Regulation No 17 authorizes the
Commission to prescribe, in appropriate circumstances, the granting of compulsory licences, such a solution is
incompatible with the Berne Convention. It considers that, since all the Member States of the Community are
parties to the Berne Convention, that convention must be regarded as forming part of Community law and
reflecting the relevant principles thereof, pursuant to Article 234 of the Treaty.

The applicant points out that Article 9(1) of the convention confers on the author of a literary or artistic work
the exclusive right of reproducing the protected work. Article 9(2), introduced by the Paris revision of 1971, it
claims, allows a signatory State to permit the reproduction of literary and artistic works in certain special
cases, provided that such reproduction does not conflict with a normal exploitation of the work and does not
unreasonably prejudice the legitimate interests of the author.

The applicant infers that Article 2 of the decision is incompatible with the Berne Convention inasmuch as it
conflicts with the normal exploitation of its copyright in the programme listings and seriously prejudices its
legitimate interests.

75 The Commission contends, however, that the Berne Convention does not apply to the present case. The
Community is not a party to the Convention, the Commission explains, and it has consistently been held that
"in matters governed by the EEC Treaty, that Treaty takes precedence over agreements concluded between
Member States before its entry into force" (judgment of the Court of Justice of 27 February 1962 in Case
10/61, Commission v Italy, [1962] ECR 1). Moreover, the Berne Convention is not applicable in any event
because, in the Commission' s view, copyright within the meaning of that convention cannot subsist in
programme listings. However, even if the decision did cover information in which copyright subsisted, the
Commission contends in the alternative that the fact that the information was provided free of charge to
certain third parties for publication shows that compulsory licensing for a reasonable fee would not prejudice
the legitimate interests of the applicant and would therefore be in conformity with the Berne Convention.

Legal assessment

76 Logically, consideration must first be given to the problem of the applicability to the present case of the
Berne Convention and to the Commission' s argument that Community law takes precedence over the
provisions of that convention. In that regard, the Court observes, first of all, that the Community - to which,
as Community law now stands, powers have not been transferred in the field of intellectual and commercial
property - is not a party to the Berne Convention, which has been ratified by all the Member States. As
regards conventions concluded by Member States, it must be noted that Article 234 of the EEC Treaty
governs the relationship between the provisions of the Treaty and international agreements concluded by the
Member States before its entry into force. It provides: "The rights and obligations arising from agreements
concluded before the entry into force of this Treaty between one or more Member States on the one hand,
and one or more third countries on the other, shall not be affected by the provisions of this Treaty". The
Court of Justice has interpreted that article as affecting only obligations entered into by Member States
towards non-member countries. In its judgment of 11 March 1986 in Case 121/85, Conegate Ltd v
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H.M. Customs and Excise [1986] ECR 1007, it held that "Article 234 is intended to ensure that the
application of the Treaty does not affect either the duty to observe the rights of non-member countries under
an agreement previously concluded with a Member State, or the observance by that Member State of its
obligations under that agreement. Agreements concluded prior to the entry into force of the Treaty may not
therefore be relied upon in relations between Member States in order to justify restrictions on trade within the
Community" (paragraph 25; see also the judgment of 27 February 1962 in Case 10/61, Commission v Italy,
cited above, especially at p. 10; and the judgment of 14 October 1980 in Case 812/79, Attorney-General v
Burgoa [1980] ECR 2787, paragraph 8).

77 In the present case concerning Ireland and the United Kingdom, it must be pointed out that, under Article
5 of the Act of Accession, Article 234 of the EEC Treaty applies to agreements or conventions concluded
before their accession to the Community on 1 January 1973. In intra-Community relations, therefore, the
provisions of the Berne Convention, ratified by Ireland and the United Kingdom before 1 January 1973,
cannot affect the provisions of the Treaty. The applicant may not rely on them to justify restrictions on the
system of freedom of competition established and implemented within the Community pursuant to the Treaty
and, in particular, Article 86 thereof. The argument that Article 2 of the decision is in conflict with Article
9(1) of the Berne Convention must therefore be dismissed, without there even being any need to inquire into
its substance.

The same conclusion is reached with regard to Article 9(2). It is sufficient to point out that that paragraph
was introduced by the Paris revision of 1971, to which the United Kingdom has been a party since 2 January
1990 and which Ireland has not yet ratified. As far as the United Kingdom is concerned, the Paris revision -
and in particular Article 9(2) of the convention - was therefore ratified subsequent to its accession to the
Community and consequently cannot affect a provision of the EEC Treaty. Member States may not set aside
the rules arising out of the Treaty by concluding an international agreement or convention. If they wish to do
so, they must use the procedure provided for in Article 236 of the Treaty. It follows that Article 9(2) of the
Berne Convention may not be relied upon in limitation of the powers conferred on the Community by the
Treaty for the implementation of the competition rules laid down therein, in particular in Article 86 and the
rules for its implementation, such as Article 3 of Regulation No 17.

78 The plea of infringement of the Berne Convention must therefore in any event be dismissed as unfounded.

79 It follows that the alternative conclusions seeking the annulment of Article 2 of the decision must be
rejected, and that the application must be dismissed in its entirety.

DOCNUM 61989A0070

AUTHOR Court of First Instance of the European Communities

FORM Judgment

TREATY European Economic Community

PUBREF European Court reports 1991 Page II-00535

DOC 1991/07/10

© An extract from a JUSTIS database



61989A0070 European Court reports 1991 Page II-00535 24

LODGED 1989/03/10

JURCIT 31989D0205 : N 1
11957E086 : N 1 5 15 - 67 77
61989A0069 : N 1
61989A0076 : N 1
31962R0017-A03 : N 9 70 74 77
11957E086-L2LB : N 11 23
31989D0205-A02 : N 12 13 68 - 79
31989D0205-A01 : N 13
61989O0076 : N 13
31962R0017-A03P1 : N 13 68 - 73
61970J0078 : N 17 56
61987J0238 : N 19 20 22 33 53 - 61
61981J0144 : N 19 53 54
61981J0262 : N 20 28 29
61981C0262 : N 20 56
61986J0158 : N 20 29 57 58
61974J0073 : N 22
11957E190 : N 22
61977J0077 : N 23
11957E059 : N 28
61978J0258 : N 29
61987J0035 : N 29
61987C0035 : N 30
61987J0053 : N 33 53 - 61
61962J0024 : N 40
61966J0008 : N 40
11957E085-P1 : N 40
61956J0002 : N 44
61981J0322 : N 51 64
11957E036 : N 54 55 58
61980J0270 : N 55
11957E003-LF : N 55
11957E085 : N 55
61979J0062 : N 56
61980J0058 : N 56
61974J0016 : N 56
61977J0102 : N 56
61983J0193 : N 56
61989J0010 : N 56
61987J0341 : N 57
61980J0187 : N 58
61984J0019 : N 58
61982J0043 : N 63
61986J0246 : N 63
61982J0107 : N 63
61978J0022 : N 64
61973J0006 : N 64 70 71

© An extract from a JUSTIS database



61989A0070 European Court reports 1991 Page II-00535 25

61976J0085 : N 64
61976J0027 : N 64
61990J0041 : N 64
61979O0792 : N 71
11957E234 : N 74 76 77
61961J0010 : N 75 76
61985J0121 : N 76
61979J0812 : N 76
11972B005 : N 77
11957E236 : N 77

CONCERNS Confirms 31989D0205 -

SUB Competition ; Rules applying to undertakings ; Industrial and commercial
property ; Free movement of goods

AUTLANG English

APPLICA Person

DEFENDA Commission ; Institutions

NATIONA United Kingdom

NOTES Van Gerven, Yves: Nederlandse staatscourant 1991 no 191 p.4 ; X: European
Law Review Competition Law Checklist 1991 p.45-50 ; Robertson, Aidan: The
Law Quarterly Review 1992 p.39-43 ; Glazener, P.: Intellectuele eigendom
&amp; Reclamerecht 1992 p.10-15 ; Feenstra, J.J.B. ; Krawczyk, S.:
Informatierecht 1992 p.43-47 ; Pardolesi, Roberto: Il Foro italiano 1992 IV
Col.179-180 ; Smith, Jonathan: European Competition Law Review 1992
p.135-138 ; Françon, André: Revue trimestrielle de droit commercial et de droit
économique 1992 p.372-376 ; Hermitte, Marie-Angèle: Journal du droit
international 1992 p.471-477 ; Myrick, Ronald E.: European Intellectual Property
Review 1992 p.298-304 ; Eilmansberger, Thomas: Europäische Zeitschrift für
Wirtschaftsrecht 1992 p.625-634 ; Subiotto, Romano: European Competition Law
Review 1992 p.234-244 ; Vinje, Thomas C.: European Intellectual Property
Review 1992 p.397-402 ; Thompson, James E.: Europäisches Wirtschafts- &amp;
Steuerrecht - EWS 1992 p.178-184 ; Vilà Costa, Blanca: Revista Jurídica de
Catalunya 1992 p.576-579 ; Flynn, James: European Intellectual Property Review
1992 p.49-54 ; Desurmont, Thierry: Revue internationale du droit d'auteur 1992
no 151 p.250-272 ; Forrester, Ian S.: European Competition Law Review 1992
p.5-20 ; Doutrelepont, Carine: Cahiers de droit européen 1994 p.631-648 ;
Skinner, Tom: European Competition Law Review 1994 p.103-107 ;
Doutrelepont, Carine: Gewerblicher Rechtsschutz und Urheberrecht, internationaler
Teil 1994 p.302-308 ; Van der Wal, Gerard: European Competition Law Review
1994 p.230-235

PROCEDU Application for annulment - unfounded

DATES of document: 10/07/1991
of application: 10/03/1989

© An extract from a JUSTIS database



61989A0069 European Court reports 1991 Page II-00485 1

Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)1991. Radio Telefis Eireann v

Commission of the European Communities. Competition - Abuse of a dominant position - Copyright -
Practices preventing the publication and sale of comprehensive weekly television guides. Case T-69/89.

++++

1. Competition - Administrative procedure - Advisory Committee on Restrictive Practices and Monopolies -
Determination of the documents to be submitted to the Advisory Committee - Criteria - Minutes of the
hearing of the undertakings not submitted - Consequences

(Regulation No 17 of the Council, Art. 10(5) )

2. Competition - Administrative procedure - Advisory Committee on Restrictive Practices and Monopolies -
Period for the convening of the Advisory Committee

(Regulation No 17 of the Council, Art. 10(5) )

3. Competition - Dominant position - Relevant market - Weekly television programme listings and magazines
publishing listings

(EEC Treaty, Art. 86)

4. Free movement of goods - Industrial and commercial property - Article 36 of the Treaty - Interpretation
taking account of the competition rules

(EEC Treaty, Arts 2, 3, 36, 85 and 86)

5. Competition - Dominant position - Copyright - Weekly television programme listings - Exercise of
copyright - Abuse - Conditions

(EEC Treaty, Arts 36 and 86)

6. Competition - Dominant position - Effect on trade between Member States - Criteria

(EEC Treaty, Art. 86)

7. Competition - Administrative procedure - Termination of infringements - Power of the Commission - Orders
given to undertakings

(Regulation No 17 of the Council, Art. 3(1) )

8. International agreements - Agreements between the Member States - Agreements antedating the EEC Treaty
- Article 234 of the Treaty - Object - Scope - Justification for restrictions on intra-Community trade - Not
permissible

(EEC Treaty, Art. 234)

1. The substance of the obligations imposed on the Commission by Article 10(5) of Regulation No 17 to
provide the Advisory Committee on Restrictive Practices and Monopolies with a summary of the case together
with an indication of the most important documents and a preliminary draft decision in respect of each case to
be examined, and the question whether or not those obligations constitute essential requirements, must be
determined in each case in the light of the purpose of providing the documents, which is to enable the
Committee to carry out its advisory task in full knowledge of the facts. The Committee must be informed of
the main points of fact and law in the proceedings relating to the implementation of Articles 85 and 86 of the
Treaty on which it is consulted and it must have, in particular - in accordance with the general principle that
the undertakings involved in infringement proceedings are entitled to be heard - entirely objective information
on the views and essential arguments of those undertakings expressed in their comments on all the objections
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raised against them by the Commission once the investigation is completed.

The minutes of the hearing of the undertakings are, in principle, among the most important documents within
the meaning of Article 10(5) of Regulation No 17 and must therefore be sent to the Committee when it is
convened; however that is not an essential procedural requirement unless, in a specific case, it proves
necessary in order to enable the Committee to deliver its opinion in full knowledge of the facts, that is to say
without being misled in a material respect by inaccuracies or omissions. That is not the case when the minutes
of the hearing do not contain any important new information not contained in the written comments
accompanying the notice convening the Advisory Committee made by the undertaking concerned in reply to
the statement of objections.

2. The period of 14 days laid down in Article 10(5) of Regulation No 17 for the convening of the Advisory
Committee on Restrictive Practices and Monopolies is complied with if the consultation takes place at a joint
meeting of the Commission and the Advisory Committee not earlier than the 14th day after dispatch of the
notice to the Committee.

That 14-day period constitutes a purely internal procedural rule, failure to comply with which cannot render
the Commission' s final decision unlawful except in so far as the Committee did not have sufficient time to
acquaint itself with the important aspects of the case and to reach a decision in full knowledge of the facts
and the delay in convening the Committee could have had harmful consequences for the undertaking
concerned.

3. The markets for weekly television programme listings and for the television magazines in which they are
published constitute, for the purposes of Article 86 of the Treaty, sub-markets within the markets for
television programme information in general. They offer a product - information on weekly programmes - for
which there is a specific demand, both from third parties wishing to publish and market comprehensive
television guides and from television viewers.

4. Within the system of the Treaty, Article 36 must, in defining the scope of the protection that article seeks
to give to industrial and commercial property rights, be interpreted in the light of the Community' s objectives
and activities as defined in Articles 2 and 3 of the EEC Treaty and that assessment must take into account, in
particular, the requirements arising out of the establishment of a system of free competition within the
Community, referred to in Article 3(f), which take the form, inter alia, of the prohibitions laid down in
Articles 85 and 86 of the Treaty.

5. While in principle the protection of the specific subject-matter of a copyright entitles the copyright holder
to reserve the exclusive right to reproduce the protected work and that is not called in question by the rules
of the Treaty and while the exercise of that exclusive right is not in itself an abuse, that does not apply when,
in the light of the details of each individual case, it is apparent that that right is exercised in such ways and
circumstances as in fact to pursue an aim manifestly contrary to the objectives of Article 86. In that event, the
copyright is no longer exercised in a manner which corresponds to its essential function, within the meaning
of Article 36 of the Treaty, which is to protect the moral rights in the work and to ensure a reward for the
creative effort, while respecting the aims of, in particular, Article 86.

That is the case where a television broadcasting company uses the copyright in its weekly programme listings
under national law to reserve the exclusive right to publish those listings, thus preventing the emergence on
the ancillary market of television magazines, where it enjoys a monopoly, of a new product containing the
programmes of all the broadcasting stations capable of being received by television viewers, for which there is
potential consumer demand.

6. The interpretation and application of the condition regarding effects on trade between Member States, under
Article 86 of the Treaty, must be based on the purpose of that condition which is to define, in the context of
the law governing competition, the boundary between the areas respectively

© An extract from a JUSTIS database



61989A0069 European Court reports 1991 Page II-00485 3

covered by Community law and the law of the Member States. Thus Community law covers any agreement or
any practice which is capable of constituting a threat to freedom of trade between Member States in a manner
which might harm the attainment of the objectives of a single market between the Member States, in particular
by partitioning the national markets or by affecting the structure of competition within the Common Market. It
is enough, therefore, in order for Article 86 to be applicable, that the abusive conduct should be capable of
affecting trade between Member States and it is not necessary to find that there is a real and present effect on
inter-State trade.

7. The power conferred on the Commission by Article 3(1) of Regulation No 17 to require the undertakings
concerned to bring an infringement to an end implies a right for the Commission to order such undertakings
to take or refrain from taking certain action with a view to bringing the infringement to an end. In that light,
the obligations imposed upon the undertakings must be defined with regard to requirements relating to
re-establishing compliance with the law, taking into account the details of each individual case.

8. Article 234 of the Treaty must be interpreted as meaning that a convention concluded before the entry into
force of the Treaty cannot be relied on to justify restrictions on trade between Member States. Article 234 is
intended to ensure that the application of the Treaty does not affect either the duty to observe the rights of
non-member countries under an agreement previously concluded with a Member State, or the observance by
that Member State of its obligations under that agreement and it affects only rights and obligations in force
between Member States and non-member countries.

In Case T-69/89,

Radio Telefis Eireann, whose offices are in Dublin, represented by Willy Alexander, Harry Ferment and
Gerard van der Wal, of the Hague Bar, instructed by Gerald F. McLaughlin, Director of Legal Affairs of
Radio Telefis Eireann, and by Messrs Eugene F. Collins and Son, Solicitors, Dublin, with an address for
service in Luxembourg at the Chambers of Ernest A.L. Arendt, 4 Avenue Marie-Thérèse,

applicant,

v

Commission of the European Communities, represented by Jacques Bourgeois, a member of its Legal Service,
acting as Agent, assisted by Ian Forrester QC, of the Scottish Bar, with an address for service in Luxembourg
at the office of G. Berardis, a member of the Commission' s Legal Service, Wagner Centre, Kirchberg,

defendant,

supported by

Magill TV Guide Limited, a company governed by Irish law, established in Dublin, represented by John D.
Cooke, Senior Counsel, of the Irish Bar, instructed by Messrs Gore &amp; Grimes, Solicitors, Dublin, with an
address for service in Luxembourg at the Chambers of Louis Schiltz, 83 Boulevard Grande-Duchesse
Charlotte,

intervener,

APPLICATION for a declaration that Commission Decision 89/205/EEC of 21 December 1988 relating to a
proceeding under Article 86 of the EEC Treaty (IV/31.851, Magill TV Guide/ITP, BBC and RTE) (Official
Journal 1989 L 78, p. 43) is void,

THE COURT OF FIRST INSTANCE (Second Chamber),

composed of: A. Saggio, President of the Chamber, Chr. Yeraris, C.P. Briet, D. Barrington and J. Biancarelli,
Judges,
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Registrar: H. Jung

having regard to the written procedure and further to the hearing on 21 February 1991,

gives the following

Judgment

Costs

111 Under Article 69(2) of the Rules of Procedure of the Court of Justice, applicable mutatis mutandis to
procedure before the Court of First Instance under the third paragraph of Article 11 of the Council Decision
of 24 October 1988, cited above, the unsuccessful party is to be ordered to pay the costs if they have been
asked for in the successful party' s pleading. Since the applicant has failed in all its submissions, it must be
ordered to pay the costs, including those of the intervener.

On those grounds,

THE COURT (Second Chamber),

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs, including those of the intervener.

Facts and procedure

1 By application lodged at the Registry of the Court of Justice on 10 March 1989, Radio Telefis Eireann
(hereinafter referred to as "RTE") sought the annulment of the Commission Decision of 21 December 1988
(hereinafter referred to as "the decision") in which the Commission found that RTE' s policies and practices,
at the material time, in relation to publication of its advance weekly listings for television and radio
programmes which may be received in Ireland and Northern Ireland constituted infringements of Article 86 of
the EEC Treaty in so far as they prevented the publication and sale of comprehensive weekly television
guides in Ireland and Northern Ireland. This action is linked with the concurrent actions for the annulment of
that decision brought by the two other organizations to which it was addressed, namely the British
Broadcasting Corporation ("the BBC") and BBC Enterprises Limited (Case T-70/89) and Independent
Television Publications Ltd ("ITP") (Case T-76/89).

2 The background to the decision may be summarized as follows. Most homes in Ireland and between 30 and
40% of homes in Northern Ireland can receive at least six television channels: RTE1 and RTE2, provided by
RTE, which enjoys a statutory monopoly for the provision of a national radio and television broadcasting
service in Ireland, BBC1 and BBC2, provided by the BBC, and ITV and Channel 4, provided at the material
time by the companies franchised by the Independent Broadcasting Authority ("the IBA") to supply
independent television programmes. In the United Kingdom, the BBC and the IBA enjoyed a duopoly for the
provision of national television broadcasting services. In addition, many television viewers in Great Britain and
Ireland could receive several satellite channels either directly or through cable networks. There was, however,
no cable television in Northern Ireland.

At the material time, no comprehensive weekly television guide was available on the market in Ireland or
Northern Ireland owing to the policy of the organizations to which the decision was addressed regarding the
dissemination of information on the programmes of the six channels referred to above. Each of those
organizations published a specialized television guide containing only its own programmes and, under the
United Kingdom Copyright Act 1956 and the Irish Copyright Act 1963, claimed copyright
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in its weekly programme listings, preventing their reproduction by third parties.

Those listings indicate programme content and specify the broadcasting channel, together with the date, time
and title of each programme. They go through a series of drafts, which become increasingly detailed and
precise at each stage, until a weekly schedule is finalized approximately two weeks before transmission. At
that stage, as the decision states (recital 7 in the preamble), the programme schedules become a marketable
product.

3 With particular reference to the present case, it is to be noted that RTE reserved the exclusive right to
publish the weekly programme schedules for RTE1 and RTE2 in the RTE Guide, its own magazine for
presenting its programmes.

4 RTE is a statutory authority established by the Broadcasting Authority Act 1960 and the Broadcasting
Authority (Amendment) Act 1976. One of its main tasks is to provide, as a public service, a national radio
and television broadcasting service, over which it enjoys a legal monopoly. In the discharge of its functions,
RTE must take particular care to promote the Irish language and Irish culture. Section 17(a) of the
Broadcasting Authority Act 1960, as amended by section 13 of the Broadcasting Authority (Amendment) Act
1976, provides that RTE must "be responsive to the interests and concerns of the whole community, be
mindful of the need for understanding and peace within the whole island of Ireland, ensure that the
programmes reflect the various elements which make up the culture of the people of the whole island of
Ireland, and have special regard to the elements which distinguish that culture and in particular for the Irish
language".

5 For its financing, RTE is required under of Section 24 of the 1960 Act "so to conduct its affairs as to
secure that its revenue becomes at the earliest possible date, and thereafter continues, at least sufficient" in
order to balance its annual accounts and to make suitable provision for capital buildings and plant
development. RTE obtains its resources in three ways: from licence fees, advertising and publishing.

6 Under Section 16(2)(j) of the 1960 Act, RTE is empowered, after obtaining the consent of the competent
minister, "to prepare, publish and distribute, with or without charge, such magazines, books, papers and other
printed matter as may seem to [it] to be conducive or incidental to its objects". Accordingly, in 1961 RTE
was authorized to publish a television programme magazine, the RTE Guide. That magazine is intended to
present and promote RTE programmes, including cultural programmes and those catering for minority
interests. According to the applicant, it was published at a loss for the first 20 years of its existence. It is
now, however, "an important source of income" for RTE operations, the profit being returned by RTE to the
radio and television programme production budget. For example, the total turnover (sales and advertising) for
the publication and sale of the magazine exceeded IR 3.9 million in 1985.

7 In 1988 the RTE Guide sold about 123 000 copies in Ireland and 6 500 in Northern Ireland, the prices
being IR 0.40 and UK 0.50 respectively. Those figures indicate inter alia, according to the applicant, that in
the Irish Republic only 11.5% of households or other establishments with television, that is to say 3.7% of
viewers, bought the RTE Guide.

8 At the time of the adoption of the decision, the RTE Guide published the television programme listings for
RTE1 and RTE2 only, supplemented by cast lists and synopses. It also contained short comments or articles,
in Irish and English, concerning certain programmes, feature articles, background information, readers' letters
and a considerable amount of advertising space.

9 At the material time, RTE' s policy towards third parties with regard to information concerning its
programmes was as follows: it provided daily and periodical newspapers with its programme schedules free on
request, accompanied by a licence for which no fee was charged, setting out the terms on which that
information might be reproduced. Daily newspapers could thus publish the daily listings
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or, if the following day was a public holiday, the listings for two days, subject to certain conditions as to the
format of publication. Weekly and Sunday newspapers were also permitted to publish "highlights" of the week'
s television programmes. RTE ensured strict compliance with the licence conditions, by taking legal
proceedings, where necessary, against publications which failed to comply with them.

10 The publisher Magill TV Guide Limited (hereinafter referred to as "Magill"), a company governed by Irish
law, is a wholly owned subsidiary of Magill Publications Holding Limited. It was established in order to
publish in Ireland and Northern Ireland a weekly magazine containing information on the television
programmes available to viewers in that area, the Magill TV Guide. According to the information provided by
the parties, publication commenced in May 1985. The magazine initially confined itself to providing
information on RTE, BBC, ITV and Channel 4 weekend programmes and on highlights of their weekly
programmes. After the publication on 28 May 1986 of an issue of the Magill TV Guide containing all the
weekly listings for all the television channels available in Ireland - including RTE1 and RTE2 - an Irish court,
in response to an application from RTE, the BBC and ITP, issued an interim injunction restraining Magill
from publishing weekly listings for those organizations' programmes. Following that injunction, Magill ceased
its publishing activities. The substance of the case was considered in part by the High Court which, in a
judgment of 26 July 1989 delivered by Mr Justice Lardner, gave its ruling on the scope of the copyright in
the programme listings under Irish law. The judge stated: "I am satisfied that each weekly schedule is the
result of a great deal of preliminary consideration and work and of the exercise of skill and judgment. It is
the creation of RTE.... I am satisfied by the evidence that RTE' s weekly programme schedules as published
in RTE Guide are literary works and compilations in the ordinary sense of the latter word within s. 8 and s. 2
of the Copyright Act 1963, that RTE have shown that they are entitled to copyright in these schedules and
that the defendants by the publication of their TV Guide for the week 31 May to 6 June 1986, have breached
that copyright by reproducing a substantial part of RTE' s copyright material" ([1990] ILRM 534, especially
pp. 541-542).

11 Previously, on 4 April 1986, with a view to the publishing of complete weekly listings, Magill had lodged
a complaint with the Commission under Article 3 of Regulation No 17 of the Council of 6 February 1962,
First Regulation implementing Articles 85 and 86 of the Treaty (Official Journal, English Special Edition
1959-1962, p. 87; hereinafter referred to as "Regulation No 17"), seeking a finding that the ITP, BBC and
RTE are abusing their dominant position by refusing to grant licences for the publication of their respective
weekly listings. On 16 December 1987 the Commission decided to initiate a proceeding and on 4 March 1988
it sent RTE a statement of objections. On the conclusion of that proceeding, on 21 December 1988, the
Commission adopted the decision with which the present action is concerned.

12 In the decision, the relevant products are defined as follows for the three organizations concerned: they are
the advance weekly programme listings of ITP, the BBC and RTE, and also the television guides in which
those listings are published (first paragraph of recital 20 in the preamble). In the Commission' s definition, a
programme listing is "a list of programmes to be broadcast by or on behalf of a broadcasting organization
within a given period of time, the list including the following information: the title of each programme to be
broadcast, the channel, the date and time of transmission" (recital 7).

The Commission finds that because of the factual monopoly enjoyed by the broadcasting organizations over
their respective weekly listings, third parties interested in publishing a weekly television guide are "in a
position of economic dependence which is characteristic of the existence of a dominant position". Furthermore,
the Commission adds, that monopoly is strengthened into a legal monopoly in so far as those organizations
claim copyright protection for their respective listings. In those circumstances, the Commission observes, "no
competition from third parties is permitted to exist on [the relevant] markets". From that it infers that "ITP,
BBC and RTE each hold a dominant
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position within the meaning of Article 86" (recital 22).

13 To establish the existence of an abuse, the decision relies more particularly on subparagraph (b) of the
second paragraph of Article 86 of the Treaty, pursuant to which an abuse is committed if an undertaking
holding a dominant position limits production or markets to the prejudice of consumers (first paragraph of
recital 23 in the preamble). The Commission considers in particular that "substantial potential demand... for
comprehensive TV guides" exists on the market (ibid., fourth paragraph). It finds that, by using its dominant
position "to prevent the introduction on to the market of a new product, that is, a comprehensive weekly TV
guide", the applicant is abusing that dominant position. It adds that a further element of the abuse is that, by
virtue of the offending policy regarding information on its programmes, the applicant retains for itself the
derivative market for weekly guides for those programmes (recital 23).

The Commission therefore rejects the argument that the conduct to which it objects is justified by copyright
protection and states that in the present case ITP, the BBC and RTE "use copyright as an instrument of the
abuse, in a manner which falls outside the scope of the specific subject-matter of that intellectual property
right" (penultimate paragraph of recital 23).

14 With respect to the measures intended to bring the infringement to an end, Article 2 of the operative part
of the decision is worded as follows: "ITP, BBC and RTE shall bring the infringements as mentioned in
Article 1 to an end forthwith by supplying each other and third parties on request and on a non-discriminatory
basis with their individual advance weekly programme listings and by permitting reproduction of those listings
by such parties. This requirement does not extend to information in addition to the listings themselves, as
defined in this Decision. If they choose to supply and permit reproduction of the listings by means of
licences, any royalties requested by ITP, BBC and RTE should be reasonable. Moreover, ITP, BBC and RTE
may include in any licences granted to third parties such terms as are considered necessary to ensure
comprehensive high-quality coverage of all their programmes, including those of minority and/or regional
appeal, and those of cultural, historical and educational significance. The parties are therefore required, within
two months from the date of notification of this Decision, to submit proposals for approval by the
Commission of the terms upon which they consider third parties should be permitted to publish the advance
weekly programme listings which are the subject of this Decision".

15 Concurrently with the present application for a declaration that the decision is void, the applicant, in a
separate application also lodged on 10 March 1989, sought the suspension of the operation of Article 2 of the
decision. By order of 11 May 1989, the President of the Court of Justice ordered "the suspension of the
operation of Article 2 of the contested decision in so far as it obliges the applicants to bring the infringement
found by the Commission to an end forthwith by supplying each other and third parties on request and on a
non-discriminatory basis with their individual advance weekly programme listings and by permitting
reproduction of those listings by such parties". For the rest, the applications for interim measures were
dismissed (Joined Cases 76, 77 and 91/89 R, [1989] ECR 1141, paragraph 20 of the order).

By order of 6 July 1989 in the present proceedings for the annulment of the decision, the Court of Justice
gave leave to Magill to intervene in support of the Commission' s conclusions. The written procedure took
place in part before the Court of Justice which, by order of 15 November 1989 pursuant to Article 3(1) and
Article 14 of the Council Decision of 24 October 1988 establishing a Court of First Instance of the European
Communities, referred the case to the Court of First Instance. Upon hearing the report of the
Judge-Rapporteur, the Court of First Instance decided, at the end of the written procedure, to open the oral
procedure without any preparatory inquiry.

Form of order sought by the parties
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16 RTE, the applicant, claims that the Court should:

(a) Declare the Decision void;

(b) Order the Commission to pay the costs.

The Commission, the defendant, contends that the Court should:

(a) Dismiss the application;

(b) Order the applicant to pay the costs incurred by the Commission.

The application for the annulment of the decision as a whole

17 In support of its application for a declaration that the decision is void in so far as it finds that there has
been an infringement of Article 86, the applicant alleges infringement of essential procedural requirements,
breach of Article 86 of the EEC Treaty interpreted in relation to copyright, and failure to comply with Article
90(2) of the EEC Treaty.

Infringement of essential procedural requirements

Arguments of the parties

18 The applicant claims that the Commission did not consult the Advisory Committee in accordance with the
formal requirements of Article 10 of Regulation No 17. This plea in law comprises two parts. The applicant
maintains, first, that "there are indications" that the documents accompanying the notice convening the
Advisory Committee were incomplete. The "approved minutes of the hearing" and the draft decision were
missing. Secondly, the applicant states that the meeting of the Advisory Committee, which lasted five days,
began on 28 November 1988, that is to say less than 14 days after dispatch of the convening notice, contrary
to Article 10.

19 The applicant claims that those formalities are essential requirements. By virtue of the combined provisions
of Article 10(5) of Regulation No 17 and Article 9(4) of Regulation No 99/63 of the Commission of 25 July
1963 on the hearings provided for in Article 19(1) and (2) of Council Regulation No 17 (Official Journal,
English Special Edition 1963-1964, p. 47), the minutes of the hearing must be made available to the Advisory
Committee. As the applicant points out, Article 9(4) of Regulation No 99/63 requires that the essential content
of the statements made by each person heard at the oral hearing be recorded in minutes which are to be read
and approved by him. Pursuant to Article 10(5) of Regulation No 17, "the consultation [of the Advisory
Committee] shall take place at a joint meeting convened by the Commission; such meeting shall not be held
earlier than 14 days after dispatch of the notice convening it. The notice shall, in respect of each case to be
examined, be accompanied by a summary of the case together with an indication of the most important
documents, and a preliminary draft decision".

20 The Commission contends that the procedure followed was in conformity with the provisions referred to by
the applicant. The Advisory Committee met on 2 December 1988, that is to say 14 days after dispatch of the
convening notice. According to the Commission, the members of the committee had before them the
complaint, the letter opening the procedure, the statement of objections, the replies to the statement of
objections and a draft of the decision. The committee was told that the minutes of the hearing of 15 and 16
September 1988 had not yet been finalized in the light of the parties' various comments. The committee
members made no request for any further materials. The Commission stresses that it is not compulsory for the
committee to have the final minutes of the hearing before it when it is consulted.

Legal assessment

21 With regard to the first part of the plea in law, to the effect that the documents accompanying
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the notice convening the Advisory Committee were incomplete, it must be borne in mind that Article 10(5) of
Regulation No 17 requires the Commission to provide "in respect of each case to be examined,... a summary
of the case together with an indication of the most important documents, and a preliminary draft decision".
The substance of the obligations under that provision, and the question whether or not they constitute essential
requirements, must be determined in each case in the light of the purpose of providing the documents, which
is to enable the committee to carry out its advisory task in full knowledge of the facts. The committee must
be informed of the main points of fact and law in the proceedings relating to the implementation of Articles
85 and 86 on which it is consulted. Although that consultation falls within the framework of cooperation
between the Commission and the Member States and is not intended to set up adversarial proceedings against
the undertakings concerned, the committee must have, in particular - in accordance with the general principle
that the undertakings involved in infringement proceedings are entitled to be heard - entirely objective
information on the views and essential arguments of those undertakings expressed in their comments on all the
objections raised against them by the Commission once the investigation is completed.

22 The minutes of the hearing are thus, in principle, among the "most important documents" within the
meaning of Article 10(5) of Regulation No 17, and must therefore be sent to the committee when it is
convened. It is to be noted that the Advisory Committee is convened after the undertakings have had the
opportunity to express their views on the objections raised against them - in writing, in their comments in
reply to the statement of objections, and then, where applicable, orally at the hearing. Article 1 of Regulation
No 99/63 on the hearings provided for in Article 19(1) and (2) of Regulation No 17 provides that the
Commission is to hold a hearing before consulting the Advisory Committee on Restrictive Practices and
Monopolies. Moreover, as regards the hearing, Article 9(4) of Regulation No 99/63 provides that the essential
content of the statements made by each person is to be recorded in minutes which are to be read and
approved by him.

23 However, it is not an essential procedural requirement that the minutes of the hearing be sent to the
Advisory Committee unless, in a specific case, it proves necessary in order to enable the committee to deliver
its Opinion in full knowledge of the facts, that is to say without being misled in a material respect by
inaccuracies or omissions. That is not the case when the minutes of the hearing do not contain any important
new information not contained in the written comments, accompanying the notice convening the Advisory
Committee, made by the undertaking concerned in reply to the statement of objections. In such an event, the
fact that the Commission did not send the minutes of the hearing to the Advisory Committee when it was
convened does not affect the applicant' s right to a fair hearing and has no repercussions on the outcome of
the consultation procedure. The omission cannot, therefore, render the whole administrative procedure invalid
and thereby call into question the legality of the final decision.

24 In the present case, the Court finds that the applicant does not allege that the failure to send the minutes
of the hearing, duly approved on its behalf, to the committee was likely to mislead the committee in any
material respect. The applicant does not put forward the slightest argument to that effect; in particular, it
provides no evidence as to the existence of any difference between its written comments in reply to the
statement of objections, which were sent to the committee, and its observations made orally at the hearing.
Nor does an examination of the papers in the case reveal anything to cast doubt on the assumption that the
Advisory Committee had all the necessary information at its disposal when it met, without there being any
need to send to it the final minutes of the hearing. In the particular circumstances of the case, in view of the
fact that it is not even alleged that the minutes of the hearing contained any important new information not
contained in the documents accompanying the notice convening the Advisory Committee, and that there is no
evidence to that effect in the papers in the case, the Court finds that the Commission' s failure to send those
minutes to the committee was not an omission of such a kind as to prevent the committee
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from reaching a decision on the basis of sufficiently complete information and thus affect the applicant' s right
to a fair hearing. In the present case, therefore, there are no grounds for holding that the fact that the final
minutes of the hearing were not sent to the Advisory Committee when it was convened constitutes an
infringement of an essential procedural requirement affecting the validity of the Commission' s final decision.

25 That analysis follows the line taken by the Court of Justice in its judgments in the "Quinine" and
"Dyestuffs" cases. The Court of Justice held, with regard to the importance of the minutes of the hearing of
the parties, that the fact that the Commission or the Advisory Committee acted on the basis of a version of
the minutes of the hearing which was not final and did not take into account the amendments suggested by
the undertaking concerned, "could only amount to a defect in the administrative procedure capable of vitiating
the decision which results therefrom on the grounds of illegality if the document in question was drawn up in
such a way as to be misleading in a material respect" (judgment of 15 July 1970 in Case 44/69 Buchler v
Commission [1970] ECR 733, paragraph 17; see also the judgments of 14 July 1972 in Case 51/69 Bayer v
Commission [1972] ECR 745, paragraph 17, and Case 48/69 ICI v Commission [1972] ECR 619, paragraph
31). In that light, only the placing at the disposal of the Advisory Committee of such information contained in
the final minutes of the hearing as might enlighten that body on a material point constitutes an essential
procedural requirement, failure to comply with which would justify the annulment of the Commission' s final
decision. The fact that the minutes of the hearing are not sent to the Advisory Committee is likely to mislead
the committee only when those minutes contain important new information not contained in previous
documents, such as the comments of the undertakings concerned on the statement of objections, which were
sent to the Advisory Committee when it was convened, and that is not the case here.

26 The second part of the plea based on infringement of essential procedural requirements concerns the period
of 14 days which Article 10(5) of Regulation No 17 provides must elapse between the dispatch of the notice
convening the Advisory Committee and the holding of the joint meeting. It must be pointed out first that the
period of 14 days laid down in Article 10(5) of Regulation No 17 is complied with if the consultation in a
particular case takes place at a joint meeting of the Commission and the Advisory Committee not earlier than
the 14th day after dispatch of the notice convening the committee. In the present case, the applicant adduces
no evidence to support its assumption that the Commission failed to comply with that 14-day period. The
Commission cannot, therefore, be required to produce evidence to refute the applicant' s vague allegations,
which are not accompanied by any detailed arguments (see the judgment of the Court of Justice of 7 April
1965 in Case 11/64 Weighardt v Commission [1965] ECR 285, especially at p. 299).

27 Moreover, it must be noted that in any event the 14-day period constitutes a purely internal procedural
rule. Admittedly, it is not impossible that failure to comply with that period may, in certain specific situations,
affect the outcome of the consultation procedure and perhaps have repercussions on certain aspects of the
Commission' s final decision with regard to the undertaking concerned. That may be so, in particular, if the
committee has not had sufficient time to acquaint itself with the important aspects of the case and to reach a
decision in full knowledge of the facts. In circumstances such as those, a delay in convening the committee
may have harmful consequences for the undertaking concerned, and may thus vitiate the entire procedure.
However, failure to comply with the 14-day period cannot, by itself, render the Commission' s final decision
unlawful if the notice convening the committee was nevertheless sent in circumstances enabling that body to
deliver its Opinion in full knowledge of the facts. In such a hypothesis, it was possible for the committee to
give accurate consideration to the legal situation of the undertaking, and the failure to comply with the 14-day
period is not such as to have harmful consequences for the applicant. The Court of Justice has consistently
held that a failure to comply with an internal procedural rule of that
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kind cannot render the final decision unlawful unless it is sufficiently substantial and had a harmful effect on
the legal and factual situation of the party alleging a procedural irregularity. It is to be noted that, in its
judgment in Bayer v Commission, the Court of Justice held that the failure to comply with the period which
had been prescribed in that case, for the applicant' s own benefit, for the submission of observations on the
draft minutes of the hearing could affect the legality of the decision only if the irregularity were such as to
give rise to misunderstandings on essential points (Case 51/69, cited above, paragraphs 16 and 17 of the
judgment; see also the judgment of the Court of Justice of 15 July 1970 in Case 41/69 ACF Chemiefarma v
Commission [1970] ECR 661, paragraphs 48 to 52, and its judgment of 10 December 1987 in Case 277/84
Jaensch v Commission [1987] ECR 4923, paragraph 11).

28 For all the above reasons, both parts of the first plea in law must be dismissed.

Breach of Article 86 of the Treaty

Arguments of the parties

29 This plea in law comprises four parts. RTE claims that there has been a failure to comply with Article 86
with regard not only to the conditions, relating to the size of the relevant market and the effect on trade
between Member States, for that article to be applicable, but also to the concepts of dominant position and
abuse within the meaning thereof.

30 In the first place, the applicant contests the Commission' s finding of the existence of a dominant position.
It disputes the definition of the relevant products adopted in the decision. Unlike the Commission, it considers
that the relevant products are not solely the weekly programme listings and television magazines in which
those listings are published. On the contrary, they include "all advance programme information supplied to the
public on a weekly or daily basis, since there exists a high degree of substitutability between the various
forms of programme information". In that respect, the applicant relies on a market survey indicating that only
19% of television viewers use the RTE Guide - most viewers mainly consult the daily press to find out about
television programmes. This shows that the information on daily schedules is, as far as viewers are concerned,
substitutable for information on the weekly television schedules.

31 For the determination of its position on the market in information on its own television schedules, the
applicant relies on the judgment of the Court of Justice of 13 February 1979 in Case 85/76 (Hoffmann-La
Roche v Commission [1979] ECR 461, paragraph 38 of the judgment). It infers that "the correct test for
dominance is whether RTE, in publishing its weekly schedules, has the power to behave to an appreciable
extent independently of its competitors, its customers and ultimately of the consumers". The applicant
considers that that is not the case. Two factors severely restrict any possibility of independent conduct on
RTE' s part. On the one hand, there is competition from the daily newspapers which constitute the main
source of information on television programmes and, on the other, there is strong competition from the BBC
and ITV regarding both the sale of their respective television guides and the size of television audiences. The
applicant states that it depends on the RTE Guide to promote its broadcasting services and in particular its
own programme personalities in an environment of very strong competition in Ireland with the BBC and ITV,
which broadcast high-quality English-speaking services and publish their own weekly guides. As far as daily
newspapers are concerned, the applicant points out that it supplies its advance weekly programme listings free
on request to all newspapers, with permission to publish a comprehensive guide to its radio and television
programmes which can be received in Ireland and Northern Ireland on the same day and, in certain
circumstances, on the following day.

32 Having defined its position on the market, the applicant rejects the reasons which nevertheless led the
Commission to find the existence of a dominant position. Unlike the Commission, it contends
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that the fact that each broadcasting company is the sole source of information on its own programme listings
is not sufficient to establish the existence of a dominant position within the meaning of Article 86. In support
of that view, the applicant states that if the criterion applied by the Commission were to be adopted, every
undertaking - with the exception of "producers of undifferentiated goods" - would hold a dominant position,
within the meaning of Article 86, on the market for its own products. The applicant suggests that, in the
present case, third parties wishing to publish a weekly magazine are not dependent for that purpose on
permission to publish its weekly listings, in so far as the success of a magazine of that kind does not, in the
applicant' s view, depend on the inclusion of weekly programme listings, which would certainly enhance the
magazine' s circulation but are not necessary for its viability.

33 The second part of the plea as to infringement of Article 86 relates to the size of the relevant market. The
applicant maintains, contrary to the Commission' s contention, that the geographical market represented by
Ireland and Northern Ireland does not constitute a substantial part of the common market within the meaning
of Article 86. It states that the Court of Justice has held that the volume of consumption of the product in
question in a specific territory is decisive in determining whether that territory amounts to a substantial part of
the common market (judgment of 16 December 1985 in Joined Cases 40 to 48, 50, 54 to 56, 111, 113 and
114/73 Suiker Unie and Others v Commission [1975] ECR 1663). The applicant states in the first place that
the size of the market for television guides within a given territory corresponds to the number of people who
pay the television licence fee in that territory. It states that since, in the geographical market in question,
about one million households pay the licence fee as compared with 120 million households in the Community
as a whole, Ireland and Northern Ireland represent less than 1% of the total common market in the relevant
product. Article 86 is therefore inapplicable.

34 In the third part of its plea based on infringement of Article 86, the applicant denies that its programme
information policy constituted an abuse within the meaning of Article 86. Essentially, it claims that by acting
in the manner complained of in the decision, it was merely protecting the specific subject-matter of its
copyright in its own programme listings, which cannot constitute an abuse within the meaning of Article 86.

35 The applicant relies on the judgment of the Court of Justice of 5 October 1988 in Case 238/87 (Volvo v
Veng [1988] ECR 6211) to maintain that the conduct complained of is covered by the protection afforded by
Community law to the very subject-matter of its copyright in its listings. It claims that the only distinguishing
feature in this case is that Magill is prevented from making a product for which it sees a market because of
RTE' s refusal to grant it a licence to publish its weekly listings, in which copyright subsists. The Court of
Justice has accepted that such a refusal is lawful, holding in the aforementioned Volvo v Veng case, which
concerned exclusive rights in registered designs, although its terms may also be applied to copyright, that "the
right of the proprietor of a protected design to prevent third parties from manufacturing and selling or
importing, without its consent, products incorporating the design constitutes the very subject-matter of his
exclusive right. It follows... that a refusal to grant such a licence cannot in itself constitute an abuse of a
dominant position" (paragraph 8 of the judgment). Consequently, the applicant considers that the condemnation
of its policy regarding its listings deprives it of the very substance of its copyright, in breach of the
Community rules.

36 As regards the possibility, to which the Court of Justice drew attention in Volvo v Veng, of the abuse,
within the meaning of Article 86 of an intellectual property right by its proprietor, the applicant states that no
such conduct has been found by the Commission in this instance. It emphasizes that the practices at issue
were described as abusive in the decision, firstly on the ground that they prevented "the meeting of a
substantial potential demand existing on the market for comprehensive TV guides" and, secondly, that their
purpose was to protect the position of the
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RTE Guide on the market.

37 The applicant observes that the Commission has not proved that there is a demand among consumers for a
comprehensive guide. Moreover, in any event the circumstances just referred to do not justify undermining the
very substance of its copyright by virtue of which "only RTE has the power to decide whether [the] schedules
are published and if so by whom, in what form, etc.". The refusal to grant a licence cannot therefore in any
way be regarded as an abuse of a dominant position, even if there were a strong demand for the product
which could have been produced under such a licence. The applicant also claims that, in the present case, its
conduct cannot be regarded as abusive, in so far as it authorizes and encourages the publication of complete
daily television listings.

38 Similarly, the applicant rejects the Commission' s argument that it sought to expand its licence to broadcast
radio and television programmes to include a monopoly in the subsidiary market of publications. The applicant
claims that its copyright in its listings and the exercise of that right are totally unrelated to its licence to
broadcast. In the applicant' s view, the copyright protection of its listings, as literary works and compilations
within the meaning of sections 2 and 8 of the Irish Copyright Act 1963, is itself sufficient to justify the
conduct complained of, regardless of any consideration concerning its legal monopoly in national broadcasting.
In support of its contention, the applicant points out that, in the judgment delivered on 26 July 1989 by the
Irish High Court (RTE v Magill, cited above; see paragraph 10 above), Mr Justice Lardner considered that
each weekly listing must be regarded as a creation of RTE, in so far as it is the result of a great deal of
preliminary consideration and work and of the exercise of skill and judgment. Consequently, RTE' s objection
to any publication of its weekly listings by third parties is "the direct result of the exclusive right to use the
protected creation with a view to the manufacture and first sale of commercial products, which constitutes the
substance of the right". The applicant refers in that connection to the judgment of the Court of Justice of 3
March 1988 in Case 434/85 Allen &amp; Hanburys v Generics [1988] ECR 1245, paragraph 11.

39 The fourth part of the plea of infringement of Article 86 is based on the contention that the contested
practices do not have any appreciable effect on trade between the Member States. The applicant observes that
the only territory of another Member State in which RTE broadcasts can be received is Northern Ireland or,
more accurately, a part of Northern Ireland. Sales of RTE Guide in another Member State are consequently of
only peripheral significance. In terms of magnitude, they correspond to less than 5% of the sales in Ireland,
whereas the size of the "television market" in the United Kingdom is more than 20 times the size of that
market in Ireland, according to the figures set out in recital 6 in the preamble to the contested decision. The
applicant also states that the Northern Irish market represents less than 1.6% of the British television market
and less than 0.3% of the Community television market. In view of all those figures, the applicant considers
that the contested conduct is not liable to have an appreciable effect on trade between the Member States
because the market for information on RTE programmes is Ireland alone, "with an insignificant overflow in a
small border area of another Member State". In support of its contention, it refers to the abovementioned
judgment of 26 July 1989 in which the Irish High Court took the view that Magill and the other defendant
companies had not proved, among other things, that RTE' s contested policy was liable to have an appreciable
affect on trade between Member States.

40 The Commission rejects all the applicant' s arguments concerning the alleged breach of Article 86.

41 As regards the first part of the plea in law, concerning the existence of a dominant position, the
Commission reaffirms the arguments on which the reasoning for the decision was based. In substance, it states
that each of the applicants holds a dominant position in two narrow markets. One relates to its own
programme listings for the week ahead, over which it enjoys a monopoly. The other is
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the market for weekly television magazines, which in the Commission' s view constitutes a separate
sub-market within the general market for daily and weekly publications, being alone in offering a product - in
this case complete information on the weekly programmes of RTE - for which there is a specific demand. In
that regard, the Commission stresses that, at the material time, Ireland and the United Kingdom were the only
Member States in which there was no comprehensive weekly television guide, such as to be capable of
competing with the RTE Guide, which thus enjoyed a monopoly.

42 With regard to the second part of the plea based on infringement of Article 86, the Commission maintains
that, contrary to the applicant' s contention, the relevant geographical market does constitute a substantial part
of the common market. It disputes, first, the applicant' s proposed criterion that the market concerned in
Ireland and Northern Ireland represents less than 1% of all television licences in the Community, since that
presupposes that there is a single market for broadcasting, which is hardly the case at present. In that
connection, it points out that one factor contributing to the limited amount of trade in television services lies
in the absence of comprehensive television guides. The Commission then stresses the importance of Ireland' s
cultural identity and points out that the 3.7 million citizens of Ireland do constitute a substantial market.
Moreover, from a legal point of view, a market encompassing the territory of one Member State and a part of
the territory of another Member State must necessarily be regarded as a substantial part of the common
market. The Commission makes a further point concerning the relevant geographical market: the fact that the
abuse, committed in Ireland and Northern Ireland, takes effect only in Ireland - that is to say, within a
narrowly defined area - as regards Magill, tends to confirm that that area is the relevant geographical market.

43 As regards the third part of the plea, the Commission seeks to demonstrate that the conduct at issue
constitutes an abuse, and bases its reasoning on the premiss - which it explicitly accepted at the hearing - that
programme listings enjoy copyright protection under domestic law. It maintains, first, that even on that
assumption the relevant policies and practices of the applicant are not covered by copyright protection as
recognized in Community law.

44 In that connection, the Commission first draws attention, in general terms, to the incompatibility with
Community rules of a national law which upholds the existence of copyright in programme listings. It points
out that, as has consistently been held, the television industry is subject to the Community rules (see in
particular the judgment of the Court of Justice of 6 October 1982 in Case 262/81 Coditel v Ciné-Vog Films,
cited above). It stresses that national rules creating copyright in programme listings would allow broadcasting
companies to use a legitimate legal monopoly in radio and television broadcasts on a particular frequency in
order to retain an unlawful monopoly over the ancillary downstream market in publications of those weekly
listings and thus prevent the emergence of a competing product of a new kind in the form of a comprehensive
television guide. The existence of copyright in programme listings would also hinder the achievement of a
single market in broadcasting services on the basis of Article 59 of the Treaty. In the absence of a single
market in programme information, consumers' rights to enjoy "télévision sans frontières" would be undermined
since television viewers, reluctant to buy a multitude of magazines each giving programme details for only
one channel, would likewise be less inclined to watch programmes, particularly in a foreign language, about
which they had little information.

45 The Commission points out that, in order to resolve the conflict referred to in the preceding paragraph,
between copyright on the one hand and the rules on, inter alia, freedom of competition on the other, the
proper approach is, as has consistently been held, to identify in each particular case the "specific
subject-matter" of the intellectual property right, which alone merits special protection within the Community
legal order and thereby justifies certain encroachments on the Community rules. In that connection, the
Commission first reflects on the legitimacy of copyright
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in programme listings and the underlying reasons for the maintenance thereof, which it describes as unusual. It
is necessary, the Commission submits, to appraise the legal and economic "value" and "well-foundedness" of
the copyright in the weekly listings in the present case, having regard to the objectives normally attributed to
such a right. In that light, it asserts, it is necessary to take into consideration, inter alia, the nature of the
property protected from the technological, cultural or innovative point of view, together with the purpose and
justification in domestic law of the copyright in listings (see, in particular, the following judgments of the
Court of Justice: judgment of 8 June 1982 in Case 258/78 Nungesser v Commission [1982] ECR 2015;
judgment of 6 October 1982 in Case 262/81 Coditel v Ciné-Vog Films, cited above; judgment of 30 June
1988 in Case 35/87 Thetford Corporation v Fiamma [1988] ECR 3585, paragraphs 17 to 21; and judgment of
17 May 1988 in Case 158/86 Warner Brothers v Christiansen [1988] ECR 2605, paragraphs 10 to 16).

46 Applying those criteria, the Commission submits that, in the present case, the programme listings are not in
themselves secret, innovative or related to research. On the contrary, they are mere factual information in
which no copyright could therefore subsist. The creative effort required for their preparation is directly
rewarded by the size of the audience for the programmes. The impact of the decision on the copyright in the
programme listings does not extend in any way to broadcasting activity, which is distinct from publishing.
Referring to the opinion of Mr Advocate General Mischo in Thetford, cited above, the Commission observes
that the maintenance of copyright in programme listings can only be explained by the desire to "reserve a
monopoly" to its owner.

47 Secondly, having thus maintained that copyright protection for programme listings does not fulfil the
essential function of such a right, the Commission stresses that the applicant' s policy as regards information
concerning its weekly programmes constitutes an abuse. That abuse resides in particular, it claims, precisely in
the arbitrary refusal - that is to say a refusal not justified by requirements of secrecy, research and
development or other objectively verifiable considerations - to authorize Magill and other "potential entrants"
into the weekly television magazine market to publish that information, solely for the purpose of preventing
the emergence of any competing product.

48 In that regard, the Commission submits that the applicant' s licensing policy discriminated "against the
emergence of a new product in the form of a multi-channel guide which would compete with [the] captive
guide" of each of the organizations in question or, in other words, "against Magill and other potential market
entrants offering comprehensive weekly guides". The Commission also states that "if the broadcast companies
for some reason chose not to disseminate to anyone the information about forthcoming programmes, the
analysis might be different; but they do disseminate it to two categories of economic operator: their own
captive periodicals, and daily publications which do not compete with the captive periodicals. These factors
indicate that the refusal to tolerate publication by others is arbitrary and discriminatory".

49 The Commission also refers, in support of its argument, to the judgments of the Court of Justice of 5
October 1988 in Case 238/87 Volvo v Veng, cited above, paragraph 9, and Case 53/87 CICRA v Renault
[1988] ECR 6039, paragraph 16. It cites in particular paragraph 9 of the Volvo judgment: "the exercise of an
exclusive right by the proprietor of a registered design in respect of car body panels may be prohibited by
Article 86 if it involves, on the part of an undertaking holding a dominant position, certain abusive conduct
such as the arbitrary refusal to supply spare parts to independent repairers, the fixing of prices for spare parts
at an unfair level or a decision no longer to produce spare parts for a particular model even though many cars
of that model are still in circulation, provided that such conduct is liable to affect trade between Member
States". According to the Commission, the conduct for which the applicant is criticized is similar to the
arbitrary refusal, referred to by the Court in the judgments cited above, by the owner of a registered design
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to supply spare parts to independent repairers who depend on such supply for their business. By refusing to
authorize, inter alia, Magill to publish its weekly listings, the applicant was hindering Magill in its activity of
publishing general television magazines. GROUNDS CONTINUED UNDER DOC.NUM : 689A0069.1

Similarly, the Commission further contends that the conduct for which RTE is criticized is different from that
which the Court held to be lawful in the Volvo judgment. It is apparent from that judgment that the fact that
a car manufacturer who holds protective rights in a design reserves for himself the right to manufacture all
spare parts for his cars does not in itself constitute an abuse (paragraph 11 of the judgment). In the present
case the Commission draws attention to the fact that the market in spare parts was within the area of Volvo' s
main business activity. By contrast, RTE was exploiting a dominant position in one market (the market in
information on its programmes) which is within the area of its main activity - broadcasting - in order to
obtain advantages in the publishing market, a separate economic activity, downstream. Moreover, the prejudice
to consumers, who were denied access to a new product, namely a general television magazine for which
there was a strong demand, is an aggravating factor which renders the applicant' s policy as regards
information on its weekly programmes abusive. On the other hand, the Commission emphasizes, in the Volvo
case consumers were able to obtain the spare parts and competition was possible between independent
repairers, and indeed between the various manufacturers themselves, since customers could opt for other makes
if spare parts became too costly or difficult to obtain.

50 The Commission further states that its analysis of the abuse of copyright applies also to situations different
from that at issue in this case, in the area of computer software for example.

51 With regard to the fourth part of the plea based on infringement of Article 86, concerning the effect on
trade between Member States, the Commission states that the effect on trade between Ireland and the United
Kingdom is to be determined by reference, inter alia, to the potential level of trade in comprehensive guides.
It notes, in particular, that if Magill were to publish a comprehensive television guide in Ireland, it is obvious
that there would be a demand for such a guide in Northern Ireland, where viewers can receive the same
programmes as in Ireland. In view of the fact that television guides are the best-selling magazines, it is clear,
according to the Commission, that the effect on trade between Member States was appreciable. Further proof
lies in the fact that, according to the information provided by RTE at the hearing in the application for
interim measures, some 20 undertakings wished to publish a comprehensive guide in Ireland.

52 The intervener, Magill, states that the High Court has now found that in Irish law copyright does subsist in
programme listings and that that copyright was infringed by Magill. Accordingly, the outcome of the
proceedings brought against Magill by RTE, the BBC and ITP before the Irish court will depend on the ruling
of the Community Court on the question whether the practices criticized in the Commission Decision are
compatible with Community law. Magill points out that the effects of the interlocutory injunctions made in
1986 and the costs incurred in the proceedings before the national court have put it out of business and driven
it from the market-place as a competitor of RTE, the BBC and ITP.

53 Magill supports all the Commission' s observations. It disputes the applicant' s interpretation to the effect
that the decision requires the grant of compulsory licences. It highlights the importance of the consent of the
copyright owner. In Magill' s submission, "if... no licences were granted to any third party.. [the applicant]
could genuinely argue that it was doing no more than exploiting its exclusive right of ownership to its own
advantage". However, once the applicant chooses to grant licences for the reproduction of information
concerning its daily programmes, it may not, in Magill' s view, use its copyright to prevent the publication of
its weekly listings by third parties.
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54 Magill also claims that the conduct complained of constitutes an abuse within the meaning of Article 86
"precisely because it has been contrived in an identical manner between three national television authorities so
as to impose a common regime upon all competing news media throughout two Member States for the
purpose of protecting a market share which they have appropriated to their own three publications". Magill
considers that that common regime is based on a tacit agreement.

55 The applicant states in its reply that the Commission has raised before the Court new facts and arguments
which do not appear either in the statement of objections or in the decision. The Commission is thereby
infringing the right to a fair hearing both during the administrative procedure and before the Court (judgment
of the Court of Justice of 4 July 1963 in Case 24/62 Germany v Commission [1963] ECR 63, and judgment
of 15 March 1967 in Joined Cases 8 to 11/66 Cimenteries CBR v Commission [1967] ECR 75).

The applicant maintains in particular that the Commission' s argument calling into question the compatibility
with Community law of national law providing for copyright in programme listings is not admissible before
the Court, since it is a fresh issue. It stresses that the argument that copyright in programme listings
constitutes "copyright over facts and ideas" is inadmissible. The Commission' s allegations that the conduct
concerned was arbitrary and discriminatory are also inadmissible; they, too, appear in neither the statement of
objections nor the decision. In that connection, the applicant observes that the reasoning contained in recital
23 in the preamble to the decision - assuming it to be correct - would not be invalidated if RTE had never
granted any licences to third parties. It is thus clear that the decision is not based on a finding of
discrimination. Consequently, in the applicant' s submission, the decision cannot be supported on the ground
that there is discrimination, since discrimination is not the basis of the decision. The applicant also denies the
admissibility of the submission, made only by Magill, alleging the existence of a tacit agreement between the
BBC, ITP and RTE. That submission, the applicant notes, alleges a breach of Article 85(1) of the Treaty, and
is therefore inadmissible.

56 With regard to the substance of the dispute, the applicant observes that, as regards the allegedly abusive
nature of its licensing policy, the Commission has not come to grips with the difficulty arising from the fact
that the refusal to authorize the reproduction of programme listings cannot constitute an abuse, since such a
course of action would lead to the proprietor being deprived of the substance of its exclusive right. The nature
of the copyright material and its relative value are irrelevant to the assessment of the scope of that right. The
applicant states that the essential subject-matter and the basis of copyright are the same whether or not the
copyright material is innovative or is a "trade secret" or relates to a research activity. Thus, copyright law in
the United Kingdom and Ireland does not distinguish between works which are, in the Commission' s
expression, "banal" and other works, that being, in the applicant' s view, a purely subjective assessment.

57 The applicant also rejects the Commission' s claim that RTE engages in "a discriminatory licensing policy"
by reason of the fact that it licenses the copyright material to some categories of third parties but excludes
those who wish to produce a comprehensive weekly television magazine. It states that the essence of
discrimination is dissimilar treatment of objectively similar situations and it denies that its policy is
discriminatory, since it is willing to license any newspaper, periodical or magazine on the terms applied
hitherto. The applicant likewise rejects the argument put forward by the intervener that because, after agreeing
to furnish its listings to third parties, RTE then restricted the conditions under which they might publish them,
the allegedly offending conduct went beyond protection of the specific subject-matter of the copyright. The
applicant contends in that regard that, as a matter of law, a copyright owner who pursues a liberal policy and
grants licences, albeit subject to some limitations, does not thereby subject himself to an obligation to grant
unlimited licences.
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58 Unlike the applicant, the Commission considers that the arguments of fact and law which it is putting
forward in the present proceedings do no more than amplify, clarify and consolidate the considerations
underlying the grounds of the decision, with which they are thus perfectly consistent. Even if that were not
the case, the Commission considers that, contrary to the applicant' s contention, the applicant' s right to a fair
hearing before the Court or during the administrative proceedings would not be prejudiced - at most the result
would be an inadequacy or an error in the reasoning of the decision, but that has not occurred in this case.
The Commission points out that the Court of Justice has held that it is not necessary "to state independent
and exhaustive reasons" for each part of a decision where "sufficient reasons can be deduced from the context
of all the findings stated in support of the decision as a whole" (judgment of 20 March 1957 in Case 2/56
Geitling v High Authority [1957 and 1958] ECR 3, at p. 15). In the present case the principal matters of fact
and law underlying the decision were clearly, albeit succinctly, stated.

59 The Commission observes in particular that the fact that in the decision the assumption was made that
copyright subsisted in the materials at issue was completely consistent with the submission, at the stage of the
Court proceedings, that such copyright should not subsist in compilations of banal information.

As regards the finding that the applicant' s conduct was abusive, the Commission contends that the adjectives
arbitrary and discriminatory, applied to that conduct, do not reveal any new concept, even if they were not
used in the administrative procedure. They describe the abuse resulting from the fact that the applicant' s
licensing policy "discriminated against the emergence of a new product in the form of a multi-channel guide
which would compete with [the] applicant' s captive guide, while at the same time promoting the publicizing
of the applicant[' s] programmes through daily newspapers".

Legal assessment

60 In the light of the arguments of the parties, detailed above, the Court, in its review of the merits of the
plea based on a breach of Article 86, must examine five points. First of all, the definition of the relevant
product market must be considered; then, secondly, the applicant' s position on that market must be
determined. In the third place, the Court must deal with the question of the size of the relevant geographical
market. Fourthly, it must decide whether or not the conduct at issue constitutes an abuse. Fifthly, the Court
must rule on the effects of that conduct on trade between Member States.

The definition of the relevant products

61 As regards the definition of the relevant product market - according to the decision, the relevant products
are the applicant' s weekly programme listings and the television guides in which those listings are published -
the Court finds that, contrary to the applicant' s claims, the products thus defined represent specific markets
which cannot be identified with the market for information on television programmes in general.

62 In fact, the markets for weekly listings and for the television magazines in which they are published
constitute sub-markets within the market for television programme information in general. They offer a product
- information on weekly programmes - for which there is a specific demand, both from third parties wishing
to publish and market comprehensive television guides and from television viewers. The former are unable to
publish such guides unless they have at their disposal all the weekly programme listings for the channels
which can be received within the relevant geographic market. As regards the latter, it must be observed that,
as the Commission rightly established in its decision, the programme information available on the market at
the time of the adoption of the decision, namely the complete lists of programmes for a 24-hour period - and
for a 48-hour period
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at weekends and before public holidays - published in certain daily and Sunday newspapers, and the television
sections of certain magazines covering in addition "highlights" of the week' s programmes, are only to a
limited extent substitutable for advance information to viewers on all the week' s programmes. Only weekly
television guides containing comprehensive listings for the week ahead enable users to decide in advance
which programmes they wish to follow and arrange any leisure activities for the week accordingly.

That limited substitutability of weekly programme information is evidenced in particular by the success
enjoyed, at the material time, by the specialized television magazines which were all that was available on the
market in weekly guides in the United Kingdom and Ireland and, in the rest of the Community, by the
comprehensive television guides available on the market in the other Member States. That clearly demonstrates
the existence of a specific, constant and regular potential demand on the part of viewers, in this case in
Ireland and Northern Ireland, for television magazines containing comprehensive television programme listings
for the week ahead, irrespective of any other sources of programme information available on the market.

The existence of a dominant position

63 With regard to the applicant' s position on the relevant market, the Court notes that RTE enjoyed, as a
consequence of its copyright in its programme listings, the exclusive right to reproduce and market those
listings. It was thus able, at the material time, to secure a monopoly over the publication of its weekly listings
in the RTE Guide, a magazine specializing in its own programmes. Consequently, the applicant clearly held at
that time a dominant position both on the market represented by its weekly listings and on the market for the
magazines in which they were published in Ireland and Northern Ireland. Third parties such as Magill who
wished to publish a general television magazine were in a position of economic dependence on the applicant,
which was thus in a position to hinder the emergence of any effective competition on the market for
information on its weekly programmes (judgment of the Court of Justice of 9 November 1983 in Case 322/81
Michelin v Commission [1983] ECR 3461, paragraph 30).

The extent of the relevant geographical market

64 As regards the size of the relevant geographical market, the Court finds that the geographical market
represented by Ireland and Northern Ireland, that is to say by the territory of one Member State and a part of
that of another Member State, is undeniably a substantial part of the common market, without it being
necessary to take into consideration the share of the Community market in television magazines represented by
Ireland and Northern Ireland (see, inter alia, the judgment of 9 November 1983 in Case 322/81 Michelin v
Commission, cited above, paragraph 28).

The existence of an abuse

65 Having established that the applicant occupied a dominant position on a substantial part of the common
market at the material time, the Court must determine whether or not its policy on the distribution of
information concerning RTE' s weekly programmes, based on the exploitation of its copyright in the
programme listings, constituted an abuse within the meaning of Article 86. In order to do so, it is necessary
to interpret Article 86 in the light of the copyright in programme listings.

66 In the absence of harmonization of national rules or Community standardization, the determination of the
conditions and procedures under which copyright is protected is a matter for national rules. That division of
powers with regard to intellectual property rights was explicitly endorsed by the Court of Justice in its
judgment of 14 September 1982 in Case 144/81 (Keurkoop v Nancy Kean Gifts [1982] ECR 2853, paragraph
18 of the judgment) and confirmed, in particular, in its judgments of 5 October 1988 in Case 53/87 (CICRA v
Renault, cited above, paragraph 10 of the judgment)

© An extract from a JUSTIS database



61989A0069 European Court reports 1991 Page II-00485 20

and Case 238/87 (Volvo v Veng, cited above, paragraph 7 of the judgment).

67 The relationship between national intellectual property rights and the general rules of Community law is
governed expressly by Article 36 of the Treaty, which provides for the possibility of derogating from the rules
relating to the free movement of goods on grounds of the protection of industrial or commercial property.
However, that derogation is explictly made subject to certain reservations. The protection of intellectual
property rights conferred by national law is recognized, in Community law, only subject to the conditions set
out in the second sentence of Article 36. Under that provision, restrictions on free movement arising out of
the protection of intellectual property "shall not... constitute a means of arbitrary discrimination or a disguised
restriction on trade between Member States". Article 36 thus emphasizes that the reconciliation between the
requirements of the free movement of goods and the respect to which intellectual property rights are entitled
must be achieved in such a way as to protect the legitimate exercise of such rights, which alone is justified
within the meaning of that article, and to preclude any improper exercise thereof likely to create artificial
partitions within the market or pervert the rules governing competition within the Community. The exercise of
intellectual property rights conferred by national legislation must consequently be restricted as far as is
necessary for that reconciliation (see the judgment of 14 September 1982 in Case 144/81 Keurkoop v Nancy
Kean Gifts, paragraph 24).

68 Within the system of the Treaty, Article 36 must be interpreted "in the light of the Community' s
objectives and activities as defined by Articles 2 and 3 of the EEC Treaty", as the Court of Justice held in its
judgment of 9 February 1982 in Case 270/80 (Polydor v Harlequin [1982] ECR 329, paragraph 16). That
assessment must take into account, in particular, the requirements arising out of the establishment of a system
of free competition within the Community, referred to in Article 3(f), which take the form, inter alia, of the
prohibitions laid down in Articles 85 and 86 of the Treaty.

69 Under Article 36, as it has been interpreted by the Court of Justice in the light of the objectives pursued
by Articles 85 and 86 and the provisions governing the free movement of goods or services, only those
restrictions on freedom of competition, free movement of goods or freedom to provide services which are
inherent in the protection of the actual substance of the intellectual property right are permitted in Community
law. In its judgment of 8 June 1971 in Case 78/70 Deutsche Grammophon, cited above, which concerned a
right similar to copyright, the Court of Justice held: "Although it permits prohibitions or restrictions on the
free movement of products, which are justified for the purpose of protecting industrial and commercial
property, Article 36 only admits derogations from that freedom to the extent to which they are justified for
the purpose of safeguarding rights which constitute the specific subject-matter of such property" (paragraph 11
of the judgment; see also the judgment of 18 March 1980 in Case 62/79 Coditel v Ciné-Vog Films [1980]
ECR 881, paragraph 14; judgment of 22 January 1981 in Case 58/80 Dansk Supermarked v Imerco [1981]
ECR 181, paragraph 11; and judgment of 6 October 1982 in Case 262/81, Coditel, cited above, paragraph 12;
with regard to intellectual property rights other than copyright, see the judgment of 31 October 1974 in Case
16/74 Centrafarm v Winthrop [1974] ECR 1183; judgment of 23 May 1978 in Case 102/77 Hoffmann-La
Roche v Centrafarm [1978] ECR 1139, paragraph 8; judgment of 25 February 1986 in Case 193/83
Windsurfing International v Commission [1986] ECR 611, paragraph 45; judgments of 5 October 1988 in
Case 53/87 CICRA v Renault, cited above, paragraph 11, and Case 238/87 Volvo v Veng, cited above,
paragraph 8; and judgment of 17 October 1990 in Case C-10/89 S.A. CNL-SUCAL NV v HAG GF AG
[1990] ECR 3711, paragraph 12).

70 It is common ground that in principle the protection of the specific subject-matter of a copyright entitles
the copyright-holder to reserve the exclusive right to reproduce the protected work. The Court of Justice
expressly recognized that in its judgment of 17 May 1988 in Case 158/86 Warner Brothers v Christiansen,
cited above, in which it held that "[t]he two essential rights of the
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author, namely the exclusive right of performance and the exclusive right of reproduction, are not called in
question by the rules of the Treaty" (paragraph 13; see also the judgment of 24 January 1989 in Case 341/87
EMI Electrola v Patricia Im- und Export and Others [1989] ECR 79, paragraphs 7 and 14).

71 However, while it is plain that the exercise of the exclusive right to reproduce a protected work is not in
itself an abuse, that does not apply when, in the light of the details of each individual case, it is apparent that
that right is exercised in such ways and circumstances as in fact to pursue an aim manifestly contrary to the
objectives of Article 86. In that event, the copyright is no longer exercised in a manner which corresponds to
its essential function, within the meaning of Article 36 of the Treaty, which is to protect the moral rights in
the work and ensure a reward for the creative effort, while respecting the aims of, in particular, Article 86
(see, with regard to patent rights, the judgment of the Court of Justice of 14 July 1981 in Case 187/80 Merck
&amp; Co v Stephar [1981] ECR 2063, paragraph 10, and the judgment of 9 July 1985 in Case 19/84
Pharmon v Hoechst [1985] ECR 2281, paragraph 26; with regard to copyright, see the judgment of 17 May
1988 in Case 158/86 Warner Brothers v Christiansen, cited above, paragraph 15). In that case, the primacy of
Community law, particularly as regards principles as fundamental as those of the free movement of goods and
freedom of competition, prevails over any use of a rule of national intellectual property law in a manner
contrary to those principles.

72 That analysis is borne out by the case-law of the Court of Justice which in its abovementioned judgments
of 5 October 1988 - Volvo v Veng, on which the Commission relies, and CICRA v Renault - held that the
exercise of an exclusive right which, in principle, corresponds to the substance of the relevant intellectual
property right may nevertheless be prohibited by Article 86 if it involves, on the part of the undertaking
holding a dominant position, certain abusive conduct. The questions referred to the Court in those two cases -
both references for a preliminary ruling - turned on whether the conduct of two car manufacturers who
reserved to themselves the exclusive right to manufacture and market spare parts for the vehicles which they
produced, on the basis of their registered designs for those parts, was permissible. The Court cited, as
examples of conduct constituting abuses within the meaning of Article 86, the arbitrary refusal to supply spare
parts to independent repairers, the fixing of prices for spare parts at an unfair level or a decision no longer to
produce spare parts for a particular model even though many cars of that model were still in circulation
(Volvo v Veng, paragraph 9, and CICRA v Renault, paragraph 18).

73 In the present case, it must be noted that the applicant, by reserving the exclusive right to publish its
weekly television programme listings, was preventing the emergence on the market of a new product, namely
a general television magazine likely to compete with its own magazine, the RTE Guide. The applicant was
thus using its copyright in the programme listings which it produced as part of its broadcasting activity in
order to secure a monopoly in the derivative market of weekly television guides. It appears significant, in that
connection, that the applicant also authorized, free of charge, the publication of its daily listings and of
highlights of its weekly programmes in the press in both Ireland and United Kingdom. Moreover, it authorized
the publication of its weekly listings in other Member States, without charging royalties.

Conduct of that type - characterized by preventing the production and marketing of a new product, for which
there is potential consumer demand, on the ancillary market of television magazines and thereby excluding all
competition from that market solely in order to secure the applicant' s monopoly - clearly goes beyond what is
necessary to fulfil the essential function of the copyright as permitted in Community law. The applicant' s
refusal to authorize third parties to publish its weekly listings was, in this case, arbitrary in so far as it was
not justified either by the specific needs of the broadcasting sector, with which the present case is not
concerned, or by those peculiar to the activity of publishing television magazines. It was thus possible for the
applicant to adapt to the conditions

© An extract from a JUSTIS database



61989A0069 European Court reports 1991 Page II-00485 22

of a television magazine market which was open to competition in order to ensure the commercial viability of
its weekly publication, the RTE Guide. The applicant' s conduct cannot, therefore, be covered in Community
law by the protection conferred by its copyright in the programme listings.

74 In confirmation of that finding, it must also be stressed that, contrary to its assertions, the applicant' s
refusal to authorize third parties to publish its weekly programme listings may be distinguished from the
refusal of Volvo and Renault, considered in the abovementioned judgments of 5 October 1988, to grant third
parties licences to manufacture and market spare parts. In the present case, the aim and effect of the applicant'
s exclusive reproduction of its programme listings was to exclude any potential competition from the
derivative market represented by information on the weekly programmes broadcast on RTE channels, in order
to maintain the monopoly enjoyed, through the publication of the RTE Guide, by the applicant on that market.
From the point of view of outside undertakings interested in publishing a television magazine, the applicant' s
refusal to authorize, on request and on a non-discriminatory basis, any third party to publish its programme
listings is therefore comparable, as the Commission rightly stresses, to an arbitrary refusal by a car
manufacturer to supply spare parts - produced in the course of his main activity of car making - to an
independent repairer carrying on his business on the derivative market of automobile maintenance and repair.
Moreover, the applicant' s conduct stifled the emergence on the market of a certain type of product, namely
general television magazines. Consequently, in so far as it was in particular characterized, in that regard, by a
failure to take consumer needs into consideration, that conduct also presented a certain similarity to a decision
by a car manufacturer - envisaged as a hypothesis by the Court of Justice in the abovementioned judgments -
no longer to produce spare parts for certain models even though there was still a market demand for such
parts (Volvo v Veng, paragraph 9 of the judgment, and CICRA v Renault, paragraph 18). It is thus clear from
that comparison that the applicant' s conduct is not related, according to the criteria established in the case-law
to which the parties refer, to the actual substance of its copyright.

75 In the light of the foregoing considerations, the Court finds that, although the programme listings were at
the material time protected by copyright as laid down by national law, which still determines the rules
governing that protection, the conduct at issue could not qualify for such protection within the framework of
the necessary reconciliation between intellectual property rights and the fundamental principles of the Treaty
concerning the free movement of goods and freedom of competition. The aim of that conduct was clearly
incompatible with the objectives of Article 86.

Effects on trade between Member States

76 It must be pointed out, first of all, that the interpretation and application of the condition that the abuse
must affect trade between Member States in order for Article 86 to be applicable "must be based on the
purpose of that condition which is to define, in the context of the law governing competition, the boundary
between the areas respectively covered by Community law and the law of the Member States. Thus
Community law covers any agreement or any practice which is capable of constituting a threat to freedom of
trade between Member States in a manner which might harm the attainment of the objectives of a single
market between the Member States, in particular by partitioning the national markets or by affecting the
structure of competition within the common market" (judgment of the Court of Justice of 31 May 1979 in
Case 22/78 Hugin v Commission [1979] ECR 1869, paragraph 17; see also the judgment of 6 March 1974 in
Joined Cases 6 and 7/73 Commercial Solvents v Commission [1974] ECR 223, paragraph 32; the judgment of
13 February 1979 in Case 85/76 Hoffmann-La Roche v Commission [1979] ECR 461, paragraph 125; and the
judgment of 14 February 1978 in Case 27/76 United Brands v Commission [1978] ECR 207, paragraph 201).
It is enough, in order for Article 86 to be applicable, that the abusive conduct should be capable of affecting
trade between Member States. It is therefore not necessary to find that there is a real and present effect on
inter-State trade (see, inter alia, the judgment of the Court of Justice of 9 November 1983 in Case 322/81
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Michelin v Commission, cited above, paragraph 104, and its judgment of 23 April 1991 in Case C-41/90
Hoefner and Elser v Macrotron [1991] ECR I-1979, paragraph 32).

77 In the present case, the Court finds that the applicant' s conduct modified the structure of competition on
the market for television guides in Ireland and Northern Ireland and thus affected potential trade flows
between Ireland and the United Kingdom.

The applicant' s refusal to authorize interested third parties to publish its weekly listings had decisive
repercussions on the structure of competition in the field of television magazines in the territory of Ireland and
Northern Ireland. Through its licensing policy which prevented, inter alia, Magill from publishing a general
television magazine to be marketed in both Ireland and Northern Ireland, the applicant not only eliminated a
competing undertaking from the market for television guides but also excluded any potential competition from
that market, thus in effect maintaining the partitioning of the markets represented by Ireland and Northern
Ireland respectively. The conduct in question was therefore undeniably capable of affecting trade between
Member States.

It must further be pointed out that clear evidence of the appreciable effect which the policy at issue had on
potential trade flows between Ireland and the United Kingdom may be found in the specific demand for a
general television magazine of the Magill TV Guide type, demonstrated by the success of television magazines
specializing in the programmes of a single television channel in the absence, at the material time, of a
comprehensive television guide on the relevant geographical market. The applicant' s information policy as
regards weekly programmes hindered the production and marketing of general television magazines, which
were intended for all television viewers in Ireland and Northern Ireland. The relevant geographical area, within
which a single market in television broadcasting services has already been achieved, likewise represents a
single market for information on television programmes, particularly since trade is greatly facilitated by a
common language.

78 For all those reasons, the plea based on a breach of Article 86 must be dismissed as unfounded.

Breach of Article 90(2) of the Treaty

Arguments of the parties

79 The applicant, referring to the judgment of the Court of Justice of 30 April 1974 in Case 155/73 (Sacchi
[1974] ECR 409), claims that it is an undertaking entrusted with the operation of services of general economic
interest within the meaning of Article 90(2) of the Treaty. It maintains that by virtue of that provision, Article
86 may not be applied to it since to do so would seriously obstruct its performance of the task assigned to it,
which is to provide a national broadcasting service, placing particular emphasis on Irish langauge and culture.

80 RTE maintains in particular that, for historical reasons, it must cope with considerable obstacles in
discharging its duty to promote Irish language and culture. Those difficulties are aggravated by competition
from numerous television channels broadcasting in English whose programmes can be received in Ireland.
Against that background, publication of the RTE Guide, which, in the applicant' s opinion, would not be
viable if it had to face competition from weekly general television magazines, is essential to promote and
publicize RTE programmes. Publication of the RTE Guide is also an important source of income.

81 The Commission contends that even if RTE is an undertaking entrusted with the operation of services of
general interest, it is required, in the context of its commercial activity, to comply with the competition rules,
pursuant to Article 90(2), "so long as it is not shown that the said prohibitions are incompatible with the
performance of [its] tasks" (judgment of 30 April 1974 in Case 155/73 Sacchi, cited above). The Commission
states that the Broadcasting Authority Act
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1960 establishing RTE does not assign to it, or allow it to reserve to itself, publication of a magazine setting
out its weekly listings. The condition for exemption from the competition rules under Article 90(2) is thus not
satisfied.

Legal assessment

82 It must first be pointed out that, as the Commission rightly states, an undertaking such as RTE entrusted
with the operation of a national public broadcasting service is subject to the rules governing competition in
accordance with Article 90(2) of the Treaty unless it is demonstrated that to apply those rules would be
incompatible with the performance of its tasks (see the judgment of the Court of Justice of 30 April 1974 in
Case 155/73 Sacchi, cited above, paragraph 15; the judgment of 3 October 1985 in Case 311/84 CBEM v
CLT and IPB (Telemarketing) [1985] ECR 3261, paragraphs 17 and 19; the judgment of 11 April 1989 in
Case 66/86 Ahmed Saeed Flugreisen and Others v Zentrale zur Bekaempfung unlauteren Wettbewerbs [1989]
ECR 803, paragraph 56; and the judgment of 23 April 1991 in Case C-41/90 Hoefner and Elser v Macrotron,
cited above, paragraph 24).

83 In the present case, the applicant has not established that the prohibition, inherent in Article 86, against its
reserving the exclusive right to publish its advance weekly programme listings in any way affects the
performance of its tasks as a broadcaster. It is to be noted that, as an authority entrusted with providing a
national radio and television broadcasting service, RTE has been authorized to publish the RTE Guide with a
view not only to presenting and promoting its programmes - and in particular its cultural and Irish-language
programmes - but also to contributing to its funding. It is difficult to discern how the publication of general
television magazines by third parties, and the applicant' s consequent adaptation to the requirements of the
market, could impede the attainment of the public service objectives to which the applicant refers, in particular
the promotion of programmes with a high cultural content, of minority appeal or in Irish. On the contrary, the
fact that the applicant reserves to itself publication of information on its weekly programmes seems to be
justified only on commercial grounds, and therefore in no way contributes to the performance of the cultural,
social and educational tasks assigned to RTE. Article 86 therefore applies to the conduct at issue, and the
prohibition of that conduct is not incompatible with the performance of RTE' s public service tasks.

84 The plea based on infringement of Article 90(2) of the Treaty cannot therefore be upheld.

85 It follows that the application for the annulment of the decision in its entirety must be dismissed.

The alternative application for the annulment of Article 2 of the decision

86 The applicant puts forward five pleas in support of its alternative conclusions seeking the partial annulment
of the decision, confined to Article 2 in so far as it imposes compulsory licensing. It maintains, first, that
Article 2 is unnecessary and contradictory. It also alleges infringement of Article 3 of Regulation No 17 and
infringement of the Berne Convention of 1886 for the protection of literary and artistic works, as revised at
Brussels in 1948 and at Paris in 1971 (hereinafter referred to as "the Berne Convention"). Finally, it claims
that Article 2 does not comply with the principle of proportionality.

Whether Article 2 of the decision is unnecessary

87 The applicant claims that the order that it supply its weekly listings to third parties on request and on a
non-discriminatory basis, contained in Article 2 of the decision, is unnecessary since RTE already supplies its
weekly listings on the basis described above.

88 The Commission maintains that that is a disingenuous objection. It contends that "RTE' s licensing policy
discriminates against those like the complainants who publish on a weekly basis".
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89 It is sufficient, in that regard, to point out that Article 2 of the decision does not just order the applicant
to make its weekly listings available to third parties on a non-discriminatory basis, which was, indeed, already
the applicant' s practice when the decision was adopted. It also orders RTE to permit third parties on request
and on a non-discriminatory basis to publish those listings, by means of licences if need be.

90 The plea that Article 2 of the decision is unnecessary must therefore be dismissed as unfounded.

Whether Article 2 of the decision is contradictory

91 The applicant maintains that Article 2 of the decision is contradictory in so far as, on the one hand, it
orders RTE immediately to bring the infringement to an end by authorizing publication of its weekly listings
and, on the other, it calls on RTE to submit to the Commission, for approval, within a period of two months
after notification of the decision proposals as to the terms on which it considers that third parties should be
authorized to publish weekly programme listings.

92 The Commission counters that criticism by observing that "the first sentence of Article 2 offers the parties
one way of bringing their infringement to an end: to begin to make the data available freely and without
discrimination. The last three sentences describe the alternative procedure for doing so: to adopt a licensing
policy ... subject to terms deemed acceptable by the Commission".

93 In that regard, the Court finds that the aspect pointed out by the applicant is contradictory in appearance
only. Clearly Article 2 orders RTE, ITP and the BBC forthwith to permit publication of their programme
listings by third parties. It goes on, however, to specify that such permission may be granted in the form of a
licence subject to certain conditions relating to quality; it provides that the undertakings concerned which
decide to take that course have two months to draw up a proposal to submit to the Commission for approval.
Contrary to appearances, that option is not inconsistent with the order to bring the infringement to an end
forthwith, which does not lay down any penalty in the event of non-compliance but merely specifies how the
obligation to bring the infringement to an end may be complied with, taking into account the constraints
inherent in drawing up such a licensing system.

94 Consequently, the plea that Article 2 is contradictory cannot be upheld.

Infringement of Article 3(1) of Regulation No 17 of the Council

Arguments of the parties

95 In the alternative, the applicant contests the obligation imposed upon it in Article 2 of the decision to
permit third parties to publish its weekly programme listings. It claims that the Commission has infringed
Article 3(1) of Regulation No 17, which provides: "Where the Commission, upon application or upon its own
initiative, finds that there is infringement of Article 85 or Article 86 of the Treaty, it may by decision require
the undertakings or associations of undertakings concerned to bring such infringement to an end". That article,
in the applicant' s submission, only authorizes the Commission to order the undertakings to bring the
infringement to an end. The applicant alleges that the Commission did not merely require RTE to bring the
infringement to an end but laid down the precise manner in which that was to be brought about, by requiring
it to grant "compulsory licences of the protected works". It stresses that the solution adopted by the
Commission thus deprives the holder of an intellectual property right of the very substance of that right.

96 The Commission, on the other hand, maintains that in Article 2 of the decision it did not exceed its
powers under Article 3 of Regulation No 17. It points out that Article 2 suggests two ways of bringing the
infringement to an end: the supply to third parties on request and on a non-discriminatory basis of the listings
concerned with a view to their publication - the course preferred by the Commission - or the grant of licences
on conditions which take account of the parties' legitimate preoccupations.
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Contrary to the applicant' s contention, the decision does not therefore impose a single solution but proposes,
in a flexible manner, certain courses of conduct designed to bring the infringement to an end which are
consistent with well-established case-law and practice (see the judgment of the Court of Justice of 6 March
1974 in Joined Cases 6 and 7/73 Commercial Solvents v Commission, cited above).

Legal assessment

97 It is necessary to interpret Article 3(1) of Regulation No 17 in order to determine whether the Commission
is entitled to order the applicant to permit the publication of its weekly listings by third parties, if necessary
by granting licences. The Court notes that the power conferred on the Commission by Article 3 to require the
undertakings concerned to bring an infringement to an end implies, according to established case-law, a right
to order such undertakings to take or refrain from taking certain action with a view to bringing the
infringement to an end. In that light, the obligations imposed upon the undertakings must be defined with
regard to requirements related to re-establishing compliance with the law, taking into account the details of
each individual case. In its judgment of 6 March 1974 in Joined Cases 6 and 7/73 Commercial Solvents v
Commission, the Court of Justice held that Article 3 of Regulation No 17 "must be applied in relation to the
infringement which has been established and may include an order to do certain acts or provide certain
advantages which have been wrongfully withheld as well as prohibiting the continuation of certain action[s],
practices or situations which are contrary to the Treaty". It specified that "[f]or this purpose the Commission
may, if necessary, require the undertaking concerned to submit to it proposals with a view to bringing the
situation into conformity with the requirements of the Treaty" (paragraph 45). Moreover, the Court of Justice
has expressly acknowledged, in an order of 17 January 1980, that the Commission must be able to exercise
the right to take decisions conferred upon it "in the most efficacious manner best suited to the circumstances
of each given situation" (Case 792/79 R Camera Care v Commission [1980] ECR 119, paragraph 17).

98 In the present case, the Court finds that the constituent elements of the infringement revealed by the
consideration of the first plea in law justify the measures imposed in Article 2 of the decision. The
requirement that the applicant supply ITP, the BBC and third parties on request and on a non-discriminatory
basis with its weekly listings with a view to their publication is, in the light of the specific circumstances of
the case as found by the Court when considering the constituent elements of the infringement, the only means
of bringing that infringement to an end, as the Commission established in the contested decision. By ordering
the applicant to permit third parties, on request and on a non-discriminatory basis, to publish its weekly
listings, the Commission did not deprive it of its choice between the various measures which could bring the
infringement to an end. It must, moreover, be emphasized that the counterpart to the requirement that the
applicant allow third parties to publish its listings, subject possibly to the payment of reasonable royalties, is
the applicant' s right, which Article 2 of the decision quite properly recognizes, to include in any licences
granted such terms as are necessary to ensure "comprehensive high-quality coverage of all [its] programmes,
including those of minority and/or regional appeal, and those of cultural, historical and educational
significance". That was the context in which the Commission ordered the applicant, in the same article, to
submit for approval proposals regarding such terms. All the obligations placed on the applicant in Article 2 of
the decision are thus justified in the light of their purpose, as defined in Article 3(1) of Regulation No 17,
namely to bring the infringement to an end. It follows that the Commission did not go beyond the limits of
its power of assessment under that paragraph.

99 For all those reasons, the plea based on infringement of Article 3(1) of Regulation No 17 must be
dismissed as unfounded.
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Infringement of the Berne Convention

Arguments of the parties

100 Also in the alternative, the applicant maintains that even if Article 3 of Regulation No 17 authorizes the
Commission to prescribe the granting of compulsory licences, such a solution is incompatible with the Berne
Convention. It considers that, since all the Member States of the Community are parties to the Berne
Convention, that convention must be regarded as forming part of Community law and reflecting the relevant
principles thereof, pursuant to Article 234 of the Treaty.

The applicant points out that Article 9(1) of the convention confers on the author of a literary or artistic work
the exclusive right of reproducing the protected work. Article 9(2), introduced by the Paris revision of 1971, it
claims, allows a signatory State to permit the reproduction of literary and artistic works in certain special
cases, provided that such reproduction does not conflict with a normal exploitation of the work and does not
unreasonably prejudice the legitimate interests of the author.

The applicant infers that Article 2 of the decision is incompatible with the Berne Convention inasmuch as it
conflicts with the normal exploitation of its copyright in the programme listings and seriously prejudices its
legitimate interests.

101 The Commission contends, however, that the Berne Convention does not apply to the present case. The
Community is not a party to the Convention, the Commission explains, and it has consistently been held that
"in matters governed by the EEC Treaty, that Treaty takes precedence over agreements concluded between
Member States before its entry into force" (judgment of the Court of Justice of 27 February 1962 in Case
10/61 Commission v Italy [1962] ECR 1). Moreover, the Berne Convention is not applicable in any event
because, in the Commission' s view, copyright within the meaning of that convention cannot subsist in
programme listings. However, even if the decision did cover information in which copyright subsisted, the
Commission contends in the alternative that the fact that the information was provided free of charge to
certain third parties for publication shows that compulsory licensing for a reasonable fee would not prejudice
the legitimate interests of the applicant and would therefore be in conformity with the Berne Convention.

Legal assessment

102 Logically, consideration must first be given to the problem of the applicability to the present case of the
Berne Convention and to the Commission' s argument that Community law takes precedence over the
provisions of that convention. In that regard, the Court observes, first of all, that the Community - to which,
as Community law now stands, powers have not been transferred in the field of intellectual and commercial
property - is not a party to the Berne Convention, which has been ratified by all the Member States. As
regards conventions concluded by Member States, it must be noted that Article 234 of the Treaty governs the
relationship between the provisions of the Treaty and international agreements concluded by the Member
States before its entry into force. It provides: "The rights and obligations arising from agreements concluded
before the entry into force of this Treaty between one or more Member States on the one hand, and one or
more third countries on the other, shall not be affected by the provisions of this Treaty". The Court of Justice
has interpreted that article as affecting only obligations entered into by Member States towards non-member
States. In its judgment of 11 March 1986 in Case 121/85 Conegate Ltd v H.M. Customs and Excise [1986]
ECR 1007, it held that "Article 234 is intended to ensure that the application of the Treaty does not affect
either the duty to observe the rights of non-member countries under an agreement previously concluded with a
Member State, or the observance by that Member State of its obligations under that agreement. Agreements
concluded prior to the entry into force
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of the Treaty may not therefore be relied upon in relations between Member States in order to justify
restrictions on trade within the Community" (paragraph 25; see also the judgment of 27 February 1962 in
Case 10/61 Commission v Italy, cited above, especially at p. 10; and the judgment of 14 October 1980 in
Case 812/79 Attorney-General v Burgoa [1980] ECR 2787, paragraph 8).

103 In the present case concerning Ireland and the United Kingdom, it must be pointed out that, under Article
5 of the Act of Accession, Article 234 of the EEC Treaty applies to agreements or conventions concluded
before their accession to the Community on 1 January 1973. In intra-Community relations, therefore, the
provisions of the Berne Convention, ratified by Ireland and the United Kingdom before 1 January 1973,
cannot affect the provisions of the Treaty. The applicant may not rely on them to justify restrictions on the
system of freedom of competition established and implemented within the Community pursuant to the Treaty
and, in particular, Article 86 thereof. The argument that Article 2 of the decision is in conflict with Article
9(1) of the Berne Convention must therefore be dismissed, without there even being any need to inquire into
its substance.

The same conclusion is reached with regard to Article 9(2). It is sufficient to point out that that paragraph
was introduced by the Paris revision of 1971, to which the United Kingdom has been a party since 2 January
1990 and which Ireland has not yet ratified. As far as the United Kingdom is concerned, the Paris revision -
and in particular Article 9(2) of the convention - was therefore ratified subsequent to its accession to the
Community and consequently cannot affect a provision of the Treaty. Member States may not set aside the
rules arising out of the Treaty by concluding an international agreement or convention. If they wish to do so,
they must use the procedure provided for in Article 236 of the Treaty. It follows that Article 9(2) of the
Berne Convention may not be relied upon in limitation of the powers conferred on the Community by the
Treaty for the implementation of the competition rules laid down therein, in particular in Article 86 and the
rules for its implementation, such as Article 3 of Regulation No 17.

104 The plea based on infringement of the Berne Convention must therefore in any event be dismissed as
unfounded.

Failure to comply with the principle of proportionality

105 The applicant considers that the obligations imposed upon it in the decision are disproportionate and
unreasonable. It claims that Article 2 requires it to grant a large number of licences and to monitor
compliance with the terms of them. Such monitoring would entail a disproportionate burden in terms of cost
and personnel for a relatively small organization like RTE; it would also require censorship of numerous
publications, leading to all sorts of disputes.

106 The Commission considers that the decision is in conformity with the principle of proportionality which,
it has consistently been held, means that the charges imposed on market participants must not exceed "what is
appropriate and necessary to attain the objective sought".

107 It must be stressed that this is really an aspect of the same plea as that based on infringement of Article
3(1) of Regulation No 17, considered above. The principle of proportionality is implicit in that provision,
which empowers the Commission to impose obligations on the undertakings concerned, for the sole purpose of
bringing the infringement to an end. As the Commission rightly maintains, the principle of proportionality
means, in this case, that the charges imposed on the undertakings in order to bring an infringement of
competition law to an end must not exceed what is appropriate and necessary to attain the objective sought,
namely the re-establishment of compliance with the rules infringed (on the principle of proportionality, see in
particular the judgment of the Court of Justice of 24 September 1985 in Case 181/84 Man (Sugar) v IBAP
[1985] ECR 2889, paragraph 20).

108 It is therefore sufficient to point out that it is clear from the Court' s findings concerning
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the plea of infringement of Article 3 of Regulation No 17 that the order addressed to the applicant to
authorize third parties on request and on a non-discriminatory basis to publish its programme listings, possibly
by granting a licence subject to certain conditions, is an appropriate and necessary measure in order to bring
the infringement to an end. In the circumstances of the present case, it is thus in no way disproportionate or
unreasonable.

109 It follows that the plea of failure to comply with the principle of proportionality must be dismissed as
unfounded.

110 Consequently, the alternative conclusions seeking the annulment of Article 2 of the decision must be
rejected, and the application must be dismissed in its entirety.
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Judgment of the Court
of 13 July 1989

François Lucazeau and others v Société des Auteurs, Compositeurs et Editeurs de Musique (SACEM)
and others. References for a preliminary ruling: Cour d'appel de Poitiers et Tribunal de grande

instance de Poitiers - France. Competition - Copyright - Amount of royalties - Reciprocal representation
contracts. Joined cases 110/88, 241/88 and 242/88.

++++

1 . Competition - Agreements, decisions and concerted practices - Restriction of competition - Reciprocal
representation agreements

between national copyright management societies - Lawfulness - Exclusive rights clause - Not lawful

(EEC Treaty, Art. 85(1 ) )

2 . Competition - Agreements, decisions and concerted practices - Concerted practice - Parallel behaviour -
Presumption of concerted action - Limits - Refusal by national copyright management societies to grant a user
established in another Member State direct access to their repertoire - Assessment by the national court

(EEC Treaty, Arts 85(1 ) and 177 )

3 . Competition - Dominant position - Abuse - Unfair trading conditions - Royalties applied by one copyright
management society appreciably higher than those charged in other Member States - Possible justification

(EEC Treaty, Art. 86 )

1 . Reciprocal representation contracts between national copyright management societies concerned with
musical works whereby the societies give each other the right to grant, within the territory for which they are
responsible, the requisite authorizations for any public performance of copyrighted musical works of members
of other societies and to subject those authorizations to certain conditions, in conformity with the laws
applicable in the territory in question, where those contracts have the dual purpose of making all protected
musical works, whatever their origin, subject to the same conditions for all users in the same Member State,
in accordance with the prohibition of discrimination laid down in the international conventions on copyright,
and to enable copyright management societies to rely, for the protection of their repertoires in another Member
State, on the organization established by the copyright management society operating there, without being
obliged to add to that organization their own network of contracts with users and their own local monitoring
arrangements, are not in themselves restrictive of competition in such a way as to be caught by Article 85(1 )
of the Treaty .

The position might be different if the contracts established exclusive rights whereby the copyright management
societies undertook not to allow direct access to their repertoires by users of recorded music established
abroad.

2 . Article 85 of the EEC Treaty must be interpreted as prohibiting any concerted practice by national
copyright management societies of the Member States having as its object or effect the refusal by each society
to grant direct access to its repertoire to users established in another Member State.

It is for the national courts, in accordance with the division of powers under Article 177 of the Treaty, to
determine whether any concerted action by such management societies has in fact taken place

In so doing those courts must bear in mind that mere parallel behaviour may amount to strong evidence
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of a concerted practice if it leads to conditions of competition which do not correspond to the normal
conditions of competition but that concerted action of that kind cannot be presumed where the parallel
behaviour can be accounted for by reasons other than the existence of concerted action. In the case of the
practices followed by copyright management societies, such a reason might lie in the fact that if direct access
were granted to their repertoires, those societies would be obliged to organize their own management and
monitoring system in another country.

3 . A national copyright management society holding a dominant position in a substantial part of the common
market imposes unfair trading conditions where the royalties which it charges to discotheques are appreciably
higher than those charged in other Member States, the rates being compared on a consistent basis. That would
not be the case if the copyright management society in question were able to justify such a difference by
reference to objective and relevant dissimilarities between copyright management in the Member State
concerned and copyright management in the other Member States.

In Joined Cases 110/88, 241/88 and 242/88

REFERENCE to the Court under Article 177 of the EEC Treaty

in Case 110/88, by the Cour d' appel (Court of Appeal ), Poitiers, for a preliminary ruling in the proceedings
pending before that court between

François Lucazeau, of Epargnes,

and

Société des auteurs, compositeurs et éditeurs de musique (Sacem ), Neuilly,

and in Cases 241/88 and 242/88, by the tribunal de grande instance (Regional Court ), Poitiers, for a
preliminary ruling in the proceedings pending before that court between

Société des auteurs, compositeurs et éditeurs de musique (Sacem ), Neuilly,

and

Xavier Debelle, of Poitiers,

and between

Société des auteurs, compositeurs et éditeurs de musique (Sacem ), Neuilly,

and

Christian Soumagnac, of Poitiers,

on the interpretation of Articles 85 and 86 of the EEC Treaty,

THE COURT

composed of : T. Koopmans, President of Chamber, acting as President, G.F. Mancini, C.N. Kakouris, F.A.
Schockweiler, J.C. Moitinho de Almeida, M. Díez de Velasco and M. Zuleeg, Judges,

Advocate General : F.G. Jacobs

Registrar : D. Louterman, Principal Administrator

after considering the observations submitted on behalf of

F . Lucazeau, the appellant in the main proceedings in Case 110/88, and C . Sougmagnac, the defendant in
the main proceedings in Case 242/88, by J.C. Fourgoux, of the Paris Bar, and, at the hearing, also by P.F .
Ryziger, of the Paris Bar;
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Sacem, the plaintiff in the main proceedings in Cases 241/88 and 242/88 and the respondent in the main
proceedings in Case 110/88, by O . Carmet, of the Paris Bar;

the Government of the French Republic, by R. De Gouttes, M. Giacomini and E. Belliard, acting as Agents;

the Government of the Italian Republic, by L. Ferrari Bravo, acting as Agent, assisted by I. Braguglia,
Avvocato dello Stato;

the Government of the Hellenic Republic, by E.M. Mamouna, G. Crippa and S. Zissimopoulos, acting as
Agents;

the Commission of the European Communities, by its Legal Advisers G . Marenco and I. Langermann, acting
as Agents;

having regard to the Report for the Hearing and further to the hearing on 8 March 1989,

after hearing the Opinion of the Advocate General delivered at the sitting on 26 May 1989,

gives the following

Judgment

Costs

47 The costs incurred by the French, Italian, Greek and Spanish Governments and the Commission, which
have submitted observations to the Court, are not recoverable. Since these proceedings are, in so far as the
parties to the main proceedings are concerned, a step in the action pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT

in reply to the questions submitted to it by the cour d' appel, Poitiers, by judgment of 3 March 1988, and by
the tribunal de grande instance, Poitiers, by two judgments of 6 June 1988, hereby rules :

1 . Article 85 of the EEC Treaty must be interpreted as prohibiting any concerted practice by national
copyright-management societies of the Member States having as its object or effect the refusal by each society
to grant direct access to its repertoire to users established in another Member State. It is for the national
courts to determine whether any concerted action by such management societies has in fact taken place .

2 . Article 86 of the Treaty must be interpreted as meaning that a national copyright-management society
holding a dominant position in a substantial part of the common market imposes unfair trading conditions
where the royalties which it charges to discothèques are appreciably higher than those charged in other
Member States, the rates being compared on a consistent basis. That would not be the case if the
copyright-management society in question were able to justify such a difference by reference to objective and
relevant dissimilarities between copyright management in the Member State concerned and copyright
management in the other Member States.

1 By judgment of 3 March 1988, which was received at the Court on 5 April 1988, the Cour d' appel,
Poitiers, referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty two questions on
the interpretation of Articles 85 and 86 of that Treaty, with a view to deciding whether certain trading
conditions imposed on users by a national society managing copyright for authors, composers and publishers
of music were compatible with those provisions (Case 110/88 ).
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2 By two judgments of 6 June 1988, which were received at the Court on 23 August 1988, the tribunal de
grande instance, Poitiers, submitted the same questions to the Court for a preliminary ruling under Article 177
of the EEC Treaty (Cases 241/88 and 242/88 ).

3 The questions were raised in proceedings between three discothèque operators and the Société des auteurs,
compositeurs et éditeurs de musique (hereinafter referred to as "Sacem "), the society which manages
copyright in musical works in France. The three disputes relate in particular to the refusal of the discothèque
operators to pay royalties to Sacem for the performance of protected musical works on their premises.

4 The discothèque operators put forward a number of arguments to show that Sacem' s conduct towards them
constituted anti-competitive conduct prohibited by the EEC Treaty. They claim first that the rate of royalties
demanded by Sacem is arbitrary and unfair and therefore constitutes an abuse of the dominant position held
by that society. The level of royalties is appreciably higher than that applied in the other Member States and,
moreover, the rates charged to discothèques bear no relation to those charged to other large-scale users of
recorded music, such as television and radio stations.

5 They also claim that discothèques use music of Anglo-American origin to a very considerable extent, a fact
not taken into account in Sacem' s method of calculating royalties, which is based on the application of a
fixed rate of 8.25% to the turnover, including value-added tax, of the discothèque in question. The discothèque
operators must pay those very high royalties to obtain access to the whole of Sacem' s repertoire even though
only part of it is of any interest to them; Sacem has always refused to grant them access to just part of the
repertoire, and they can not make a direct approach to the copyright-management societies in other countries
since the latter are bound by "reciprocal representation contracts" with Sacem and accordingly refuse to grant
direct access to their repertoires.

6 The cour d' appel, Poitiers, considers that, whilst there is no doubt that Sacem holds a dominant position on
French territory, the fact that it demands the payment of a flat-rate royalty does not in itself appear to be an
abuse of its dominant position, in so far as the application of that flat rate simplifies collection and ensures
that authors and composers are paid. However, the cour d' appel entertains doubts as to whether the rate of
8.25% is justified. Accordingly, it referred two questions to the Court for a preliminary ruling, which were
adopted and submitted by the tribunal de grande instance, Poitiers, in the two cases pending before that court
:

7 The two questions are as follows :

"1 . Does the imposition by Sacem, an association of authors, composers and publishers of music which
occupies a dominant position in a substantial part of the common market and is bound by reciprocal
representation contracts with copyright societies in other countries of the EEC, of aggregate royalties on the
basis of 8.25% of the gross turnover of a discothèque amount to the direct or indirect imposition on those
entering into contracts with it of unfair trading conditions within the meaning of Article 86 of the Treaty
of Rome if that rate is manifestly higher than that applied by identical copyright societies in other Member
States of the European Economic Community?

2 . Is the establishment, by means of a set of reciprocal representation agreements' , of a de facto monopoly
in the countries of the European Economic Community, enabling a copyright-management society pursuing its
activities in a Member State to fix under a standard-form contract a comprehensive royalty which must be
paid by users before exploiting foreign works, liable to constitute a concerted practice covered by the
prohibition in Article 85(1 ) of the Treaty?"

8 Reference is made to the Report for the Hearing for a fuller account of the facts and procedure,
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the French law on copyright and the written observations submitted to the Court, which are mentioned or
discussed hereinafter only in so far as is necessary for the reasoning of the Court.

9 It is appropriate to examine first the second question, on the interpretation of Article 85 of the Treaty,
before addressing the problem of the application of Article 86 raised in the first question

The second question (Article 85 )

10 It is apparent from the considerations set out in the order for reference from the cour d' appel, Poitiers,
that the concerted practice within the meaning of Article 85 referred to in the question is a practice engaged
in by national copyright-management societies in the various Member States. However, the wording of the
question does not clearly indicate whether that practice consists in setting up a network of reciprocal
representation agreements or in collectively denying any access to their respective repertoires by users
established in other Member States.

11 With regard to the first point, it is apparent from the documents before the Court that a "reciprocal
representation contract", as referred to by the national court, must be taken to mean a contract between two
national copyright-management societies concerned with musical works whereby the societies give each other
the right to grant, within the territory for which they are responsible, the requisite authorizations for any
public performance of copyrighted musical works of the other society and to subject those authorizations to
certain conditions, in conformity with the laws applicable in the territory in question. Those conditions include
in particular the payment of royalties, which are collected for the other society by the society which it has
empowered to act as its agent. The contract specifies that each society is to apply, with respect to works in
the other society' s repertoire, the same scales, methods and means of collection and distribution of royalties
as those which it applies for works in its own repertoire.

12 Under the international copyright conventions, the owners of copyright recognized under the legislation of
a contracting State are entitled, in the territory of every other contracting State, to the same protection against
the infringement of copyright, and the same remedies for such infringement, as the nationals of the latter
State.

13 Consequently, it is apparent that reciprocal representation contracts between copyright-management societies
have a twofold purpose : first, they are intended to make all protected musical works, whatever their origin,
subject to the same conditions for all users in the same Member State, in accordance with the principle laid
down in the international provisions; secondly, they enable copyright-management societies to rely, for the
protection of their repertoires in another State, on the organization established by the copyright-management
society operating there, without being obliged to add to that organization their own network of contracts with
users and their own local monitoring arrangements.

14 It follows from the foregoing considerations that the reciprocal representation contracts in question are
contracts for services which are not in themselves restrictive of competition in such a way as to be caught by
Article 85(1 ) of the Treaty. The position might be different if the contracts established exclusive rights
whereby copyright-management societies undertook not to allow direct access to their repertoires by users of
recorded music established abroad; however, it is apparent from the documents before the Court that
exclusive-rights clauses of that kind which previously appeared in reciprocal representation contracts were
removed at the request of the Commission .

15 The Commission points out, however, that the removal of that exclusive-rights clause from the contracts
has not resulted in any change in the conduct of the management societies; they still refuse to grant a licence
or to entrust their repertoire abroad to a society other than the one established in the territory in question.
That statement raises the second problem raised in the question, namely whether the management societies
have in fact retained their exclusive rights by
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means of a concerted practice.

16 In that connection the Commission and Sacem maintain that the management societies have no interest in
using a method different from that of appointing as agent the society established in the territory concerned and
that it does not seem realistic in those circumstances to regard the management societies' refusal to allow
direct access to their repertoires by foreign users as a concerted practice. The discothèque operators, whilst
recognizing that the foreign societies entrust the management of their repertoires to Sacem because it would be
too burdensome to set up a system of direct collection of royalties in France, nevertheless consider that the
societies have acted in concert in that regard. In support of that view, they refer to the letters which the
French users have received from various foreign management societies refusing them access to their repertoires
in substantially identical terms.

17 Concerted action by national copyright-management societies with the effect of systematically refusing to
grant direct access to their repertoires to foreign users must be regarded as amounting to a concerted practice
restrictive of competition and capable of affecting trade between the Member States.

18 As the Court held in its judgment in Case 48/69 Imperial Chemical Industries v Commission (( 1972 ))
ECR 619, mere parallel behaviour may amount to strong evidence of a concerted practice if it leads to
conditions of competition which do not correspond to the normal conditions of competition. However,
concerted action of that kind cannot be presumed where the parallel behaviour can be accounted for by
reasons other than the existence of concerted action. Such a reason might be that the copyright-management
societies of other Member States would be obliged, in the event of direct access to their repertoires, to
organize their own management and monitoring system in another country.

19 The question whether concerted action prohibited by the Treaty has actually been taken can thus only be
answered by appraising certain presumptions and evaluating certain documents and other evidence . By virtue
of the division of powers under Article 177 of the Treaty, that is a task for the national courts.

20 Accordingly, it must be stated in reply to the second question that Article 85 of the EEC Treaty must be
interpreted as prohibiting any concerted practice by national copyright-management societies of the Member
States having as its object or effect the refusal by each society to grant direct access to its repertoire to users
established in another Member State. It is for the national courts to determine whether any concerted action by
such management societies has in fact taken place .

The first question (Article 86 )

21 The first question seeks to determine what criteria must be applied in order to determine whether an
undertaking which holds a dominant position in a substantial part of the common market is imposing unfair
trading conditions. The question relates more specifically to the case where the undertaking in question is a
national copyright-management society dealing with musical works which also manages the repertoires of
national societies of other Member States, following the conclusion of reciprocal representation contracts, and
fixes an aggregate rate of royalty based on 8.5% of a discothèque' s turnover, including all taxes.

22 It is appropriate to consider first the criterion to which much importance is attached by the discothèque
operators, and which is embodied in the wording of the question, namely the relationship between the rate
applied in France and that applied by the copyright-management societies in other Member States.

23 Sacem contends that the methods used in the various Member States to determine the basis of
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assessment for the rate of royalty are dissimilar, since royalties calculated on the basis of the turnover of a
discothèque, as in France, are not comparable with those determined by reference to the floor area of the
establishment in question, as in other Member States. If it were possible to neutralize those differences of
method by means of a comparative examination based on the same criteria, the conclusion would be that the
differences between the Member States in the level of royalties are minor.

24 Those contentions have been contested not only by the discothèque operators but also by the Commission.
The latter stated that in conducting an inquiry into royalties charged to French discothèques by Sacem it asked
all the copyright-management societies dealing with music in the Community to inform it of the royalties
charged to a national discothèque with specific characteristics as regards the number of places, area, opening
hours, location cost of entry, cost of the most popular drink and total annual receipts including tax. The
Commission concedes that this method of comparison does not take account of the appreciable differences
which may exist from one Member State to another regarding the number of people who go to discothèques,
which depends on various factors such as climate, social habits and historical traditions. Nevertheless, if a
royalty is many times higher than that charged in other Member States then it is clearly inequitable, and that,
the Commission says was the finding indicated by its inquiry.

25 When an undertaking holding a dominant position imposes scales of fees for its services which are
appreciably higher than those charged in other Member States and where a comparison of the fee levels has
been made on a consistent basis, that difference must be regarded as indicative of an abuse of a dominant
position. In such a case it is for the undertaking in question to justify the difference by reference to objective
dissimilarities between the situation in the Member State concerned and the situation prevailing in all the other
Member States

26 Sacem has claimed that certain circumstances justify that difference . It referred to the high prices charged
by discothèques in France, the traditionally high level of protection provided by copyright in France, and the
peculiar features of French legislation whereby the playing of recorded musical works is subject not only to a
performing right but also to a supplementary mechanical reproduction fee .

27 Circumstances of that kind cannot account for a very appreciable difference between the rates of royalty
charged in the various Member States . The high level of prices charged by discothèques in a particular
Member State, even if substantiated, may be the result of several factors, one of which might, in turn, be the
high level of royalties payable for the use of recorded music. As regards the level of protection assured by
national legislation, it must be noted that copyright in musical works includes in general a performing right
and a reproduction right, and the fact that a "supplementary reproduction fee" is payable in some Member
States, including France, in the event of public discrimination, does not imply that the level of protection is
different. As the Court held in its judgment in Case 402/85 Basset v Sacem (( 1987 )) ECR 1747, the
supplementary reproduction fee may be seen, disregarding the concepts used by French legislation and
practice, as constituting part of the payment for an author' s rights over the public performance of a recorded
musical work and therefore fulfils a function equivalent to that of the performing right charged on the same
occasion in another Member State.

28 Sacem also contends that the customary methods of collection are different, in that certain
copyright-management societies in the Member States tend not to insist on collecting royalties of small
amounts from small users spread over the country, such as discothèque operators, dance organizers and café
proprietors. The opposite tradition has developed in France, in view of the wish of authors to have their rights
fully observed.

29 That argument cannot be accepted. It is apparent from the documents before the Court that one
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of the most marked differences between the copyright-management societies in the various Member States lies
in the level of operating expenses. Where - as appears to be the case here, according to the record of the
proceedings before the national court - the staff of a management society is much larger than that of its
counterparts in other Member States and, moreover, the proportion of receipts taken up by collection,
administration and distribution expenses rather than by payments to copyright holders is considerably higher,
the possibility cannot be ruled out that it is precisely the lack of competition on the market in question that
accounts for the heavy burden of administration and hence the high level of royalties.

30 It must therefore be concluded that a comparison with the situation in other Member States may provide
useful indications regarding the possible abuse of a dominant position by a national copyright-management
society. Accordingly, the answer to the question as formulated by the national courts must be in the
affirmative.

31 The arguments presented before the Court by the discothèque operators and Sacem related also to other
criteria not mentioned in the question submitted by the national court which might serve to establish the
unfairness of the rate of royalty. The discothèque operators drew attention to the difference between the rate
applied to discothèques and that applied to other large-scale users of recorded music, such as radio and
television stations. However, they did not suggest any basis on which a reliable and consistent comparison
could be made, and the Commission and the governments which submitted observations did not express any
view on that point. Accordingly, the Court is unable to consider that criterion in the present preliminary-ruling
proceedings.

32 The cour d' appel, Poitiers, which initially referred the questions to the Court for a preliminary ruling,
expressly stated that the fact that a flat-rate royalty was charged should not be taken into account in deciding
whether or not the amount of royalty was fair. Accordingly, it is not for the Court to give a ruling on that
matter in the present case.

33 By virtue of the foregoing, it must be stated in reply to the first question that Article 86 of the Treaty
must be interpreted as meaning that a national copyright-management society holding a dominant position in a
substantial part of the common market imposes unfair trading conditions where the royalties which it charges
to discothèques are appreciably higher than those charged in other Member States, the rates being made on a
consistent basis. That would not be the case if the copyright-management society in question were able to
justify such a difference by reference to objective and relevant dissimilarities between copyright management
in the Member State concerned and copyright management in the other Member States.
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Judgment of the Court
of 13 July 1989

Ministère public v Jean-Louis Tournier.
Reference for a preliminary ruling: Cour d'appel d'Aix-en-Provence - France.

Competition - Copyright - Amount of royalties - Reciprocal representation contracts.
Case 395/87.

++++

1 . Free movement of goods - Industrial and commercial property - Copyright - Protection - Limits -
Sound-recordings marketed in a Member State with the consent of the author - Importation into another
Member State - Objection or restriction relating to the charging of a copyright royalty - Not permissibility

(EEC Treaty, Art. 30 )

2 . Free movement of goods - Industrial and commercial property - Copyright - Freedom to provide services -
National legislation permitting the charging, on the public performance of musical works by means of
sound-recordings imported from another Member State, of copyright royalties - Permissible

(EEC Treaty, Arts 30 and 59 )

3 . Competition - Agreements, decisions and concerted practices - Restriction of competition - Reciprocal
representation agreements between national copyright management societies - Lawfulness - Exclusive rights
clause - Not lawful

(EEC Treaty, Art. 85(1 ) )

4 . Competition - Agreements, decisions and concerted practices - Concerted practice - Parallel behaviour -
Resumption of concerted action - Limits - Refusal by national copyright management societies to grant a user
established in another Member State direct access to their repertoire - Assessment by the national court

(EEC Treaty, Arts 85(1 ) and 177 )

5 . Competition - Agreements, decisions and concerted practices - Restriction of competition - Refusal by a
national copyright management society to allow a user access to only one part of the protected repertoire -
Lawfulness - Conditions

(EEC Treaty, Art. 85 )

6 . Competition - Dominant position - Abuse - Unfair trading conditions - Royalties applied by one copyright
management society appreciably higher than those charged in other Member States - Possible justification

(EEC Treaty, Art. 86 )

1 . A copyright-management society acting on behalf of the copyright owner of his licensee may not rely on
the exclusive exploitation right conferred by copyright to prevent or restrict the importation of sound
recordings which have been lawfully marketed in another Member State by the owner himself or with his
consent. No provision of national legislation may permit an undertaking which is responsible for copyright
management and has a de facto monopoly on the territory of a Member State to charge a levy on products
from another Member State where they have been put into circulation by the copyright owner or with his
consent and thus to impose a charge on the importation of sound recordings which are already in free
circulation in the common market as a result of the fact that they cross and internal frontier.

2 . Articles 30 and 59 of the Treaty must be interpreted as not preventing the application of national
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legislation which treats as an infringement of copyright the public performance of a protected musical work by
means of sound recordings without payment of royalties, where royalties have already been paid to the author,
for the reproduction of the work, in another Member State.

3 . Reciprocal representation contracts between national copyright management societies concerned with
musical works whereby the societies give each other the right to grant, within the territory for which they are
responsible, the requisite authorizations for any public performance of copyrighted musical works of members
of other societies and to subject those authorizations to certain conditions, in conformity with the laws
applicable in the territory in question, where those contracts have the dual purpose of making all protected
musical works, whatever their origin, subject to the same conditions for all users in the same Member State,
in accordance with the prohibition of discrimination laid down in the international conventions on copyright,
and to enable copyright management societies to rely, for the protection of their repertoires in another Member
State, on the organization established by the copyright management society operating there, without being
obliged to add to that organization their own network of contracts with users and their own local monitoring
arrangements, are not in themselves restrictive of competition in such a way as to be caught by Article 85 (1
) of the Treaty .

The position might be different if the contracts established exclusive rights whereby the copyright management
societies undertook not to allow direct access to their repertoires by users of recorded music established
abroad.

4 . Article 85 of the EEC Treaty must be interpreted as prohibiting any concerted practice by national
copyright management societies of the Member States having as its object or effect the refusal by each society
to grant direct access to its repertoire to users established in another Member State.

It is for the national courts, in accordance with the division of power under Article 177 of the Treaty, to
determine whether any concerted action by such management societies has in fact taken place

In so doing those courts must bear in mind that mere parallel behaviour may amount to strong evidence of a
concerted practice if it leads to conditions of competition which do not correspond to the normal conditions of
competition but that concerted action of that kind cannot be presumed where the parallel behaviour can be
accounted for by reasons other than the existence of concerted action. In the case of the practices followed by
copyright management societies, such a reason might lie in the fact that if direct access were granted to their
repertoires, those societies would be obliged to organize their own management and monitoring system in
another country.

5 . The refusal by a national society for the management of copyright in musical works to grant the users
recorded music access only to the foreign repertoire represented by it does not have the object or effect of
restricting competition in the common market and less access to a part of the protected repertoire would
entirely safeguard the interests of the authors, composers and publishers of music without thereby increasing
the costs of managing contracts and monitoring the use of protected musical works.

6 . A national copyright management society holding a dominant position in a substantial part of the common
market imposes unfair trading conditions where the royalties which it charges to discotheques are appreciably
higher than those charged in other Member States, the rates being compared on a consistent basis. That would
not be the case if the copyright management society in question were able to justify such a difference by
reference to objective and relevant dissimilarities between copyright management in the Member State
concerned and copyright management in the other Member States.
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In Case 395/87

REFERENCE to the Court under Article 177 of the EEC Treaty by the cour d' appel (Court of Appeal ),
Aix-en-Provence, for a preliminary ruling in the proceedings pending before that court between

Ministère public

and

Jean-Louis Tournier, the Director of the Société des auteurs, compositeurs et éditeurs de musique (SACEM ),
Neuilly,

Civil claimant : Jean Verney, of Juan-les-Pins,

on the interpretation of Articles 30, 59, 85 and 86 of the EEC Treaty,

THE COURT

composed of : T. Koopmans, President of Chamber, acting as President, G. F. Mancini, C. N. Kakouris, F. A.
Schockweiler, J.C . Moitinho de Almeida, M. Díez de Velasco and M. Zuleeg, Judges,

Advocate General : F. G. Jacobs

Registrar : D. Louterman, Principal Administrator

after considering the observations submitted on behalf of :

J . Verney, the civil claimant in the main proceedings, by J. C. Fourgoux, of the Paris Bar, A.
Paffenholz-Bompart, of the Grasse Bar, and, at the hearing, also by P. F. Ryziger, of the Paris Bar;

J.-L . Tournier, the defendant in the main proceedings, by O. Carmet, of the Paris Bar;

the Government of the French Republic, by R. De Gouttes and M. Giacomini, acting as Agents;

the Government of the Italian Republic, by L. Ferrari Bravo, acting as Agent, assisted by I. Braguglia,
Avvocato dello Stato;

the Government of the Hellenic Republic, by E. M. Mamouna, G. Crippa, S . Zissimopoulos and Y.
Kranidiotis, acting as Agents;

the Commission of the European Communities, by its Legal Advisers G . Marenco and I. Langermann, acting
as Agents;

having regard to the Report for the Hearing and further to the hearing on 8 March 1989,

after hearing the Opinion of the Advocate General delivered at the sitting on 26 May 1989,

gives the following

Judgment

Costs

47 The costs incurred by the French, Italian and Greek Governments and the Commission, which have
submitted observations to the Court, are not recoverable. Since these proceedings are, in so far as the parties
to the main proceedings are concerned, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,
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THE COURT,

in reply to the questions submitted to it by the cour d' appel, Aix-en-Provence, by judgment of 2 December
1987, hereby rules :

(1 ) Articles 30 and 59 of the Treaty must be interpreted as not preventing the application of national
legislation which treats as an infringement of copyright the public performance of a protected musical work
by means of sound recordings without payment of royalties, where royalties have already been paid to the
author, for the reproduction of the work, in another Member State.

(2 ) Article 85 of the EEC Treaty must be interpreted as prohibiting any concerted practice by national
copyright-management societies of the Member States having as its object or effect the refusal by each
society to grant direct access to its repertoire to users established in another Member State. It is for the
national courts to determine whether any concerted action by such management societies has in fact taken
place .

(3 ) The refusal by a national society for the management of copyright in musical works to grant the users of
recorded music access only to the foreign repertoire represented by it does not have the object or effect of
restricting competition in the common market unless access to a part of the protected repertoire could
entirely safeguard the interests of the authors, composers and publishers of music without thereby
increasing the costs of managing contracts and monitoring the use of protected musical works.

(4 ) Article 86 of the Treaty must be interpreted as meaning that a national copyright-management society
holding a dominant position in a substantial part of the Common Market imposes unfair trading conditions
where the royalties which it charges to discothèques are appreciably higher than those charged in other
Member States, the rates being compared on a consistent basis. That would not be the case if the
copyright-management society in question were able to justify such a difference by reference to objective
and relevant dissimilarities between copyright management in the Member State concerned and copyright
management in the other Member States.

1 By judgment of 2 December 1987, which was received at the Court on 23 December 1987, the cour d'
appel, Aix-en-Provence, referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty a
number of questions on the interpretation of Articles 30, 59, 85 and 86 of that Treaty with a view to deciding
whether certain trading conditions imposed on users by a national society managing copyright for authors,
composers and publishers of music were compatible with those provisions.

2 . The questions were raised in criminal proceedings instituted against Jean-Louis Tournier, the Director of
the Société des auteurs, compositeurs et éditeurs de musique (hereinafter referred to as "Sacem "), the society
which manages copyright in musical works in France, on the basis of a complaint made by the operator of a
discothèque at Juan-les-Pins, who also claims damages, on the ground that Sacem required him to make
excessive, unfair or undue payments for the performance of protected musical works on his premises, thereby
infringing certain provisions of French criminal law.

3 The juge d' instruction (examining magistrate ), Grasse, before whom the complaint was brought, made an
order that there was no case to answer, but the chambre d' accusation (preliminary criminal procedure chamber
) of the cour d' appel, Aix-en-Provence, set that order aside . It required further information to be produced
for the purpose, in particular, of pursuing the proceedings against the Director of Sacem. In the ensuing
proceedings, the civil claimant requested that a number of questions be referred to the Court for a preliminary
ruling, on the ground that the rate of the royalty demanded by Sacem should be considered in the light of the
competition provisions of
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the EEC Treaty.

4 The civil claimant' s complaints concern Sacem' s general behaviour towards discothèques in France. He
claimed first that the rate of royalties demanded by Sacem was arbitrary and unfair and therefore constituted
an abuse of the dominant position held by that society . The level of royalties was appreciably higher than
that applied in the other Member States and, moreover, the rates charged to discothèques bore no relation to
those charged to other large-scale users of recorded music, such as television and radio stations.

5 He also claimed that discothèques used music of Anglo-American origin to a very considerable extent, a
fact not taken into account in Sacem' s method of calculating royalties, which is based on the application of a
fixed rate of 8.25% to the turnover, including value-added tax, of the discothèque in question. The discothèque
operators had to pay those very high royalties to obtain access to the whole of Sacem' s repertoire even
though only part of it was of any interest to them; Sacem had always refused to grant them access to just part
of the repertoire, and they could not deal directly with the copyright-management societies in other countries
since the latter were bound by "reciprocal representation contracts" with Sacem and accordingly refused to
grant direct access to their repertoires.

6 The cour d' appel observed in the first place that Sacem' s activity covered the entire territory of France,
which constitutes a substantial part of the common market, and that the conduct of which Sacem was accused
was of such a nature as to affect trade between Member States. It then stated that Sacem held a dominant
position on French territory since it held in fact, if not in law, an absolute monopoly over the management of
its members' rights and was empowered by its foreign counterparts to manage their repertoires of musical
works in France on the same conditions as its own. Finally, the cour d' appel observed that it was undisputed
that, whilst the authority thus granted was not exclusive, no French discothèque or other undertaking
whatsoever was in a position to establish direct contractual relations with a foreign copyright society.

7 Having regard to those considerations, the cour d' appel referred the following five questions to the Court
for a preliminary ruling :

"(1 ) Is the amount of the royalty or of the combined royalties fixed by Sacem, which occupies a dominant
position in a substantial part of the common market and enjoys a de facto monopoly in France in copyright
management, and the charging of royalties connected therewith, compatible with Article 86 of the Treaty of
Rome, or does it, on the contrary, amount to an abusive and restrictive practice through the imposition of
conditions which are not negotiable and are inequitable?

(2 ) Does the organization, by means of a group of agreements known as reciprocal representation agreements,
of a de facto monopoly in most countries of the European Community, enabling a copyright-management
undertaking pursuing its activities in one Member State to fix arbitrarily and in a discriminatory fashion the
level of royalties in such a way as to prevent users from selecting works from foreign authors without
being obliged to pay royalties on the repertoires managed by the copyright-management society in that
Member State, constitute a concerted practice in breach of Article 85(1 ) of the Treaty of Rome, thus
facilitating the abuse of a dominant position within the meaning of Article 86 of that Treaty?

(3 ) Is Article 86 of the Treaty of Rome to be interpreted as meaning that it is an 'unfair trading condition'
for a copyright-management society occupying a dominant position in a substantial part of the common
market and bound by reciprocal representation contracts to similar organizations in other EEC countries to
fix a scale and rate of royalty which is several times greater than that applied by all copyright-management
societies in the member countries of the EEC without any objectively justifiable ground and is unrelated to
the sums redistributed to the authors,
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so that the royalty is disproportionate to the economic value of the service provided?

(4 ) Is the refusal by a society of authors and publishers enjoying a de facto monopoly in a Member State to
permit users of phonograms to have access solely to the foreign repertoire managed by it, thereby
partitioning the market, to be regarded as having as its object or at least as its effect the prevention,
restriction or distortion of competition within the meaning of Article 85(1 )?

(5 ) In view of the fact that the Court has already held that the placing at the public' s disposal of a record or
a book is inseparable from the circulation of the material form of the work, which results in exhaustion of
the right to royalties, and despite the payment by the purchaser of the price of the record, which
incorporates the royalty payable for the authorization to use the work, is the application of national
legislation assimilating reproduction by means of phonograms to unlawful reproduction if the royalties for
public performances fixed by the national (( copyright -)) management undertaking with a de facto
monopoly are not paid compatible with Articles 30 and 59 of the Treaty if those royalties are excessive
and discriminatory and if their amount is not determined by the authors themselves and/or would not be
that which the foreign copyright-management undertakings representing them would be liable to agree on
directly?"

8 Reference is made to the Report for the Hearing for a fuller account of the facts and procedure, the French
law on copyright and the written observations submitted to the Court, which are mentioned or discussed
hereinafter only in so far as is necessary for the reasoning of the Court.

9 It is appropriate to examine first the fifth question, dealing with Articles 30 and 59 of the Treaty, then the
second and fourth questions, dealing with Article 85, and finally the interpretation of Article 86, which is the
subject of the first and third questions.

The fifth question (Articles 30 and 59 )

10 The fifth question raises two separate problems : first, whether Articles 30 and 59 of the Treaty prohibit
the application of national legislation which treats as an infringement of copyright the public performance of
protected musical works by means of sound recordings without the payment of royalties, where royalties have
already been paid to the author, for the reproduction of the work, in another Member State; and secondly, the
extent to which the answer to be given will be influenced by the rates of the royalties in question.

11 According to the judgment in Joined Cases 55 and 57/80 Musik-Vertrieb Membran v GEMA (( 1981 ))
ECR 147, a copyright-management society acting on behalf of the copyright owner or his licensee may not
rely on the exclusive exploitation right conferred by copyright to prevent or restrict the importation of sound
recordings which have been lawfully marketed in another Member State by the owner himself or with his
consent. No provision of national legislation may permit an undertaking which is responsible for copyright
management and has a de facto monopoly on the territory of a Member State to charge a levy on products
from another Member State where they have been put into circulation by the copyright owner or with his
consent and thus to impose a charge on the importation of sound recordings which are already in free
circulation in the common market as a result of the fact that they cross an internal frontier.

12 The problems, in relation to the requirements of the Treaty, involved in the observance of copyright in
musical works made available to the public through their performance are not the same as those which arise
where the act of making a work available to the public is inseparable from the circulation of the physical
medium on which it is recorded. In the former case the copyright owner and the persons claiming through
him have a legitimate interest in calculating the fees due in respect of the authorization to present the work on
the basis of the actual or probable number of performances, as the Court held in Case 62/79 Coditel v Ciné
Vog Films (( 1980 )) ECR 881.
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13 It is true that the present case raises the specific question of the distinction between the conditions
applicable to those two situations, in so far as sound-recordings are products covered by the provisions on the
free movement of goods contained in Article 30 et seq . of the Treaty but are also capable of being used for
public performance of the musical work in question. In such circumstances, the requirements relating to the
free movement of goods and the freedom to provide services and those deriving from the observance of
copyright must be reconciled in such a way that the copyright owners, or the societies empowered to act as
their agents, may invoke their exclusive rights in order to require the payment of royalties for music played in
public by means of a sound-recording, even though the marketing of that recording cannot give rise to the
charging of any royalty in the country where the music is played in public.

14 As regards the abusive or discriminatory nature of the rate of royalty, that rate, which is fixed
independently by Sacem, must be appraised in relation to the competition rules contained in Articles 85 and
86 . The rate of royalty is not a matter to be taken into account in considering the compatibility of the
national legislation in question with Articles 30 and 59 of the Treaty.

15 Accordingly, it must be stated in reply to the fifth question that Articles 30 and 59 of the Treaty must be
interpreted as not preventing the application of national legislation which treats as an infringement of
copyright the public performance of a protected musical work by means of sound recordings without payment
of royalties, where royalties have already been paid to the author, for the reproduction of the work, in another
Member State.

The second and fourth questions (Article 85 )

16 The second question relates to the practice adopted by national copyright-management societies in the
various Member States in relations with each other. It concerns, first, the organization by those societies of a
network of reciprocal representation agreements and, secondly, those societies' collective practice of refusing to
grant any access to their respective repertoires to users established in other Member States.

17 With regard to the first point, it is apparent from the documents before the Court that a "reciprocal
representation contract", as referred to by the national court, must be taken to mean a contract between two
national copyright-management societies concerned with musical works whereby the societies give each other
the right to grant, within the territory for which they are responsible, the requisite authorizations for any
public performance of copyrighted musical works of members of the other society and to subject those
authorizations to certain conditions, in conformity with the laws applicable in the territory in question. Those
conditions include in particular the payment of royalties, which are collected for the other society by the
society which it has empowered to act as its agent. The contract specifies that each society is to apply, with
respect to works in the other society' s repertoire, the same scales, methods and means of collection and
distribution of royalties as those which it applies for works in its own repertoire.

18 Under the international copyright conventions, the owners of copyright recognized under the legislation of
a contracting State are entitled, in the territory of every other contracting State, to the same protection against
infringement of copyright, and the same remedies for such infringement, as the nationals of the latter State.

19 Consequently, it is apparent that reciprocal representation contracts between copyright-management societies
have a twofold purpose : first, they are intended to make all protected musical works, whatever their origin,
subject to the same conditions for all users in the same Member State, in accordance with the principle laid
down in the international provisions; secondly, they enable copyright-management societies to rely, for the
protection of their repertoires in another State, on the organization established by the copyright-management
society operating there, without being obliged to add to
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that organization their own network of contracts with users and their own local monitoring arrangements.

20 It follows from the foregoing considerations that the reciprocalrepresentation contracts in question are
contracts for services which are not in themselves restrictive of competition in such a way as to be caught by
Article 85(1 ) of the Treaty. The position might be different if the contracts established exclusive rights
whereby copyright-management societies undertook not to allow direct access to their repertoires by users of
recorded music established abroad; however, it is apparent from the documents before the Court that
exclusive-rights clauses of that kind which previously appeared in reciprocal representation contracts were
removed at the request of the Commission.

21 The Commission points out, however, that the removal of that exclusive-rights clause from the contracts
has not resulted in any change in the conduct of the management societies; they still refuse to grant a licence
or to entrust their repertoire abroad to a society other than the one established in the territory in question.
That statement raises the second problem raised in the question, namely whether the management societies
have in fact retained their exclusive rights by means of a concerted practice.

22 In that connection the Commission and Sacem maintain that the management societies have no interest in
using a method different from that of appointing as agent the society established in the territory concerned and
that it does not seem realistic in those circumstances to regard the management societies' refusal to allow
direct access to their repertoires by foreign users as a concerted practice. The discothèque operators, whilst
recognizing that the foreign societies entrust the management of their repertoires to Sacem because it would be
too burdensome to set up a system of direct collection of royalties in France, nevertheless consider that the
societies have acted in concert in that regard. In support of that view, they refer to the letters which the
French users have received from various foreign management societies refusing them access to their repertoires
in substantially identical terms.

23 Concerted action by national copyright-management societies with the effect of systematically refusing to
grant direct access to their repertoires to foreign users must be regarded as amounting to a concerted practice
restrictive of competition and capable of affecting trade between the Member States.

24 As the Court held in its judgment in Case 48/69 Imperial Chemical Industries v Commission (( 1972 ))
ECR 619, mere parallel behaviour may amount to strong evidence of a concerted practice if it leads to
conditions of competition which do not correspond to the normal conditions of competition. However,
concerted action of that kind cannot be presumed where the parallel behaviour can be accounted for by
reasons other than the existence of concerted action. Such a reason might be that the copyright-management
societies of other Member States would be obliged, in the event of direct access to their repertoires, to
organize their own management and monitoring system in another country.

25 The question whether concerted action prohibited by the Treaty has actually been taken can thus only be
answered by appraising certain presumptions and evaluating certain documents and other evidence . By virtue
of the division of powers under Article 177 of the Treaty that is a task for the national courts.

26 . Accordingly, it must be stated in reply to the second question that Article 85 of the EEC Treaty must be
interpreted as prohibiting any concerted practice by national copyright-management societies of the Member
States having as its object or effect the refusal by each society to grant direct access to its repertoire to users
established in another Member State. It is for the national courts to determine whether any concerted action by
such management societies has in fact taken place .

27 The fourth question concerns a different problem, namely that of the refusal by a copyright-management
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society to grant users in the territory in which it is established authorization for the public performance of
musical works limited solely to the foreign repertoire which that society represents in the territory in question.

28 It is apparent from the documents before the Court that in the past French discothèques have sought access
to certain foreign repertoires managed by Sacem, in particular the United States and United Kingdom
repertoires, or at least access to certain categories of musical works which are particularly suitable for playing
in discothèques and originate mainly in foreign countries. Sacem has always refused to grant authorization for
partial use of the repertoire and therefore discothèques have had to pay high royalties corresponding to the use
of the whole repertoire even though they play only a part of it.

29 The French Government and the Commission have drawn the Court' s attention to the practical difficulties
which fragmenting the repertoire as a whole into different marketable sub-divisions would entail .
Discothèques would lose the advantage of total freedom in choosing the musical works which they played;
furthermore, differentiation between protected musical works which were or were not allowed to be played
might result in more extensive surveillance and thus involve higher costs for the users of music.

30 The Court has already given its views, in its judgment in Case 127/73 BRT v Sabam and Fonior (( 1974
)) ECR 313, on the general nature of contracts concluded by a national copyright-management society with its
individual members and on the compatibility of the practice followed in that regard with Article 86 of the
Treaty. The issue in the present case, however, is the general nature of the contracts entered into by the
society with a certain category of users of recorded music and the compatibility of such contracts with Article
85 .

31 Copyright-management societies pursue a legitimate aim when they endeavour to safeguard the rights and
interests of their members vis-à-vis the users of recorded music. The contracts concluded with users for that
purpose cannot be regarded as restrictive of competition for the purposes of Article 85 unless the contested
practice exceeds the limits of what is necessary for the attainment of that aim . Those limits may be exceeded
if direct access to a sub-division of a repertoire, as advocated by the discothèque operators, could fully
safeguard the interests of authors, composers and publishers of music without thereby increasing the costs of
managing contracts and monitoring the use of protected musical works.

32 The result of that appraisal may differ from one Member State to another . It is for the national court to
make the necessary findings of fact in each individual case.

33 Consequently, it must be stated in reply to the fourth question that the refusal by a national society for the
management of copyright in musical works to grant the users of recorded music access only to the foreign
repertoire represented by it does not have the object or effect of restricting competition in the common market
unless access to a part of the protected repertoire could entirely safeguard the interests of the authors,
composers and publishers of music without thereby increasing the costs of managing contracts and monitoring
the use of protected musical works.

The first and third questions (Article 86 )

34 It must be observed at the outset that by virtue of the very terms of Article 86, the imposition of any
unfair trading conditions by an undertaking holding a dominant position constitutes an abuse of that position.

35 The first question seeks to determine what criteria must be applied in order to determine whether a
national copyright-management society which holds a dominant position in a substantial part of the common
market is imposing unfair trading conditions; it emphasizes the point that the conditions
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are not negotiable and are unfair. The third question asks more specifically whether a reply to the first
question may be based on the criterion to which much importance is attached by the discothèque operators,
and which is embodied in the wording of the question, namely the relationship between the rate applied in
France and that applied by the copyright-management societies in other Member States.

36 Sacem contends that the methods used in the various Member States to determine the basis of assessment
for the rate of royalty are dissimilar, since royalties calculated on the basis of the turnover of a discothèque,
as in France, are not comparable with those determined by reference to the floor area of the establishment in
question, as in other Member States. If it were possible to neutralize those differences of method by means of
a comparative examination based on the same criteria, the conclusion would be that the differences between
the Member States in the level of royalties are minor.

37 Those contentions have been contested not only by the discothèque operators but also by the Commission.
The latter stated that in conducting an inquiry into royalties charged to French discothèques by Sacem it asked
all the copyright-management societies dealing with music in the Community to inform it of the royalties
charged to a national discothèque with specific characteristics as regards the number of places, area, opening
hours, location, cost of entry, cost of the most popular drink and total annual receipts including tax. The
Commission concedes that this method of comparison does not take account of the appreciable differences
which may exist from one Member State to another regarding the number of people who go to discothèques,
which depends on various factors such as climate, social habits and historical traditions. Nevertheless, if a
royalty is many times higher than that charged in other Member States then it is clearly inequitable, and that,
the Commission says, was the finding indicated by its inquiry.

38 When an undertaking holding a dominant position imposes scales of fees for its services which are
appreciably higher than those charged in other Member States and where a comparison of the fee levels has
been made on a consistent basis, that difference must be regarded as indicative of an abuse of a dominant
position. In such a case it is for the undertaking in question to justify the difference by reference to objective
dissimilarities between the situation in the Member State concerned and the situation prevailing in all the other
Member States

39 Sacem has claimed that certain circumstances justify that difference . It referred to the high prices charged
by discothèques in France, the traditionally high level of protection provided by copyright in France, and the
peculiar features of French legislation whereby the playing of recorded musical works is subject not only to a
performing right but also to a supplementary mechanical reproduction fee .

40 Circumstances of that kind cannot account for a very appreciable difference between the rates of royalty
charged in the various Member States . The high level of prices charged by discothèques in a particular
Member State, even if substantiated, may be the result of several factors, one of which might, in turn, be the
high level of royalties payable for the use of recorded music. As regards the level of protection provided by
national legislation, it must be noted that copyright in musical works includes in general a performing right
and a reproduction right, and the fact that a "supplementary reproduction fee" is payable in some Member
States, including France, in the event of public dissemination does not imply that the level of protection is
different . As the Court held in its judgment in Case 402/85 Basset v Sacem (( 1987 )) ECR 1747, the
supplementary reproduction fee may be seen, disregarding the concepts used by French legislation and
practice, as constituting part of the payment for an author' s rights over the public performance of a recorded
musical work and therefore fulfils a function equivalent to that of the performing right charged on the same
occasion in another Member State.
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41 Sacem also contends that the customary methods of collection are different, in that certain
copyright-management societies in the Member States tend not to insist on collecting royalties of small
amounts from small users spread over the country, such as discothèque operators, dance organizers and café
proprietors. The opposite tradition has developed in France, in view of the wish of authors to have their rights
fully observed.

42 That argument cannot be accepted. It is apparent from the documents before the Court that one of the most
marked differences between the copyright-management societies in the various Member States lies in the level
of operating expenses. Where - as appears to be the case here, according to the record of the proceedings
before the national court - the staff of a management society is much larger than that of its counterparts in
other Member States and, moreover, the proportion of receipts taken up by collection, administration and
distribution expenses rather than by payments to copyright holders is considerably higher, the possibility
cannot be ruled out that it is precisely the lack of competition on the market in question that accounts for the
heavy burden of administration and hence the high level of royalties.

43 It must therefore be concluded that a comparison with the situation in other Member States may provide
useful indications regarding the possible abuse of a dominant position by a national copyright-management
society. Accordingly, the answer to the third question must be in the affirmative.

44 The arguments presented before the Court by the discothèque operators and Sacem related also to other
criteria not mentioned in the questions submitted by the national court which might serve to establish the
unfairness of the rate of royalty. The discothèque operators drew attention to the difference between the rate
applied to discothèques and that applied to other large-scale users of recorded music, such as radio and
television stations. However, they did not suggest any basis on which a reliable and consistent comparison
could be made, and the Commission and the governments which submitted observations did not express any
view on that point. Accordingly, the Court is unable to consider that criterion in the present preliminary-ruling
proceedings.

45 Another problem raised was whether the fact that a blanket or flat-rate royalty was charged should be
taken into account in deciding whether or not the amount of royalty was fair for the purposes of Article 86 .
In that regard reference need merely be made to the considerations set out above in reply to the fourth
question. The fact that a flat-rate royalty is charged can only be criticized by reference to the prohibition
contained in Article 86 if other methods might be capable of attaining the same legitimate aim, namely the
protection of the interests of authors, composers and publishers of music, without thereby increasing the costs
of managing contracts and monitoring the use of protected musical works.

46 By virtue of the foregoing, it must be stated in reply to the first and third questions that Article 86 of the
Treaty must be interpreted as meaning that a national copyright-management society holding a dominant
position in a substantial part of the common market imposes unfair trading conditions where the royalties
which it charges to discothèques are appreciably higher than those charged in other Member States, the rates
being compared on a consistent basis. That would not be the case if the copyright-management society in
question were able to justify such a difference by reference to objective and relevant dissimilarities between
copyright management in the Member State concerned and copyright management in the other Member States.
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Judgment of the Court (Sixth Chamber)
of 24 January 1989

EMI Electrola GmbH v Patricia Im- und Export and others.
Reference for a preliminary ruling: Landgericht Hamburg - Germany.

Copyright - Different protection periods.
Case 341/87.

++++

1 . Free movement of goods - Industrial and commercial property - Copyright - Related rights to reproduce
and distribute sound recordings - Application of Article 36 of the Treaty

(EEC Treaty, Art. 36 )

2 . Free movement of goods - Industrial and commercial property - Copyright - Musical works protected in
more than one Member State - Expiry of the protection period in one Member State - Marketing in that State,
without the consent of the copyright owner, of sound recordings incorporating those works - Importation into
and marketing in a Member State in which protection still exists - Opposed by the copyright owner -
Restrictions on trade resulting from the disparity between national laws - When acceptable - Conditions

(EEC Treaty, Arts 30 and 36 )

1 . The protection of industrial and commercial property within the meaning of Article 36 of the Treaty
covers literary and artistic property including copyright, to the extent in particular that it is commercially
exploited. Consequently, it includes the protection of exclusive reproduction and distribution rights in sound
recordings to the extent to which that protection is assimilated under the applicable national legislation to
copyright protection.

2 . Articles 30 and 36 of the EEC Treaty do not preclude the application of a Member State' s legislation
which allows a producer of sound recordings in that Member State to rely on the exclusive rights to reproduce
and distribute certain musical works of which he is the owner in order to prohibit the sale, in the territory of
that Member State, of sound recordings of the same musical works when those recordings are imported from
another Member State in which they were lawfully marketed without the consent of the aforesaid owner or his
licensee and in which the producer of those recordings had enjoyed protection which has in the mean time
expired.

In so far as the disparity between national laws relating to the protection of literary and artistic property may
give rise to restrictions on intra-Community trade in sound recordings, such restrictions are justified under
Article 36 of the Treaty if they are the result of differences between the rules governing the period of
protection and this is inseparably linked to the very existence of the exclusive rights. No such justification
would exist if the restrictions on trade imposed or accepted by the national legislation were of such a nature
as to constitute a means of arbitrary discrimination or a disguised measure to restrict trade.

In Case 341/87

REFERENCE to the Court under Article 177 of the EEC Treaty by the Landgericht (Regional Court )
Hamburg for a preliminary ruling in the proceedings pending before that court between

EMI Electrola GmbH, Cologne

and

1 . Patricia Im - und Export Verwaltungsgesellschaft mbH, Lueneburg

2 . Luene-ton Tontraeger-Herstellungs-GmbH & Co. KG, Lueneburg
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3 . Leif Emanuel Kraul, Bardowick

4 . Ingo Beetz, Hamburg,

on the question of the limits which the principle of the free movement of goods imposes on the exercise of
industrial property rights and copyright in the event of a disparity between the protection periods provided for
by the laws of the various Member States,

THE COURT (Sixth Chamber )

composed of : T. Koopmans, President of the Chamber, T. F. O' Higgins, G . F. Mancini, F. Schockweiler
and M. Diez de Velasco, Judges,

Advocate General : M. Darmon

Registrar : B. Pastor, Administrator

after considering the observations submitted on behalf of :

EMI Electrola GmbH, the applicant in the main proceedings, by H. Ahlberg, Rechtsanwalt, Hamburg,

Patricia Im - und Export Verwaltungsgesellschaft mbH, Lueneburg, Luene-ton Tontraeger-Herstellungs-GmbH
& Co. KG, Lueneburg, Leif Emanuel Kraul, Bardowick, and Ingo Beetz, Hamburg, defendants in the main
proceedings, by D. Marquard, Rechtsanwalt, Hamburg,

the Government of the Federal Republic of Germany, by M. Seidel, Ministerialrat in the Federal Ministry of
Economic Affairs, acting as Agent,

the Government of the French Republic, by E. Belliard, acting as Agent, in the written procedure, and by M.
Giacomini, acting as Agent at the hearing,

the United Kingdom, by J. Gensmantel, acting as Agent,

the Government of the Kingdom of Spain, by J. Conde de Saro, Director-General for Coordination in Matters
involving Community Law and Institutions, and by R. Silva de Lapuerta, State lawyer, acting as Agents,

the Commission of the European Communities, by G. zur Hausen, a member of its Legal Department, acting
as Agent,

having regard to the Report for the Hearing and further to the hearing on 19 October 1988,

after hearing the Opinion of the Advocate General delivered at the sitting on 29 November 1988,

gives the following

Judgment

1 By order dated 2 October 1987, which was received at the Court on 3 November 1987, the Landgericht
Hamburg referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty a question on the
interpretation of Articles 30 and 36 of the Treaty in order to be able to assess the compatibility with those
provisions of the application of national legislation governing copyright in musical works .

2 That question arose in proceedings between EMI Electrola GmbH, a German undertaking, to which a British
company, EMI Records Limited, assigned reproduction and distribution rights in musical works performed by
a well-known British singer, and two other German undertakings, Patricia Im - und Export and Luene-ton,
which sold, in the Federal Republic of Germany, sound recordings originating in Denmark and incorporating
some of the abovementioned musical works.

3 EMI Electrola, alleging an infringment of its exclusive distribution rights for sound recordings
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on German territory, brought an action before the Landgericht Hamburg for an injunction restraining Patricia
Im - und Export and Luene-ton from continuing to sell sound recordings imported from Denmark and for
damages. However, the two defendant companies contended that the sound recordings in question had been
lawfully marketed in Denmark because the period during which exclusive rights are protected under Danish
copyright law had already expired .

4 It is apparent from the documents before the Court that the sound recordings in question were manufactured
on German territory by Patricia Im - und Export at the commission of a Danish undertaking and that they
were subsequently delivered to that undertaking in Denmark before being re-exported to the Federal Republic
of Germany. That Danish undertaking was not the one to which EMI Records Limited had assigned
reproduction and distribution rights in the musical works in question for the territory of Denmark.

5 The national court took the view that EMI Electrola' s application was justified under German law but that
the question might arise whether Articles 30 and 36 of the EEC Treaty prevented the application of the
national legislation. In order to resolve that problem it stayed the proceedings and referred the following
question to the Court for a preliminary ruling.

"Is it compatible with the provisions on the free movement of goods (Article 30 et seq. of the EEC Treaty
) for a manufacturer of sound recordings in Member State A to exercise his exclusive rights in that State
over the reproduction and sale of certain musical works in such a manner as to prohibit the sale in the
territory of Member State A of sound recordings of the same musical work manufactured and sold in
Member State B, where the manufacturers of sound recordings previously enjoyed copyright protection for
the musical work in Member State B but the copyright period has already expired?"

6 Reference is made to the Report for the Hearing for a fuller account of the facts of the case, the procedure
and the written observations submitted to the Court, which are mentioned or discussed hereinafter only in so
far as is necessary for the reasoning of the Court .

7 According to Article 36 of the Treaty, the provisions of Article 30 prohibiting between Member States all
measures having an effect equivalent to quantitative restrictions on imports are not to preclude prohibitions or
restrictions on imports justified on grounds of the protection of industrial and commercial property. That
protection covers literary and artistic property including copyright, to the extent in particular that it is
commercially exploited. Consequently, it includes the protection of exclusive reproduction and distribution
rights in sound recordings, which, under the applicable national legislation, is assimilated to copyright
protection.

8 The purpose of Articles 30 and 36 is therefore to reconcile the requirements of the free movement of goods
with due respect for the legitimate exercise of exclusive rights in literary and artistic property . This implies,
in particular, that any abusive exercise of those rights that is of such a nature as to maintain or create
artificial barriers within the Common Market should not be given protection .

9 In previous decisions the Court has accordingly concluded that a copyright owner may not rely on the
exclusive exploitation right conferred by copyright to prevent or restrict the importation of sound recordings
which have been lawfully marketed in another Member State by the owner himself or with his consent
(judgment of 20 January 1981 in Joined Cases 55 and 57/80 Musik-Vertrieb Membran GmbH and Another v
GEMA (( 1981 )) ECR 147 ).

10 However, such a situation is different from the one described by the national court. As its preliminary
question indicates, the fact that the sound recordings were lawfully marketed in another Member State is due,
not to an act or the consent of the copyright owner or his licensee, but to the expiry of the protection period
provided for by the legislation of that Member State. The
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problem arising thus stems from the differences between national legislation regarding the period of protection
afforded by copyright and by related rights, those differences concerning either the duration of the protection
itself or the details thereof, such as the time when the protection period begins to run.

11 In that regard, it should be noted that in the present state of Community law, which is characterized by a
lack of harmonization or approximation of legislation governing the protection of literary and artistic property,
it is for the national legislatures to determine the conditions and detailed rules for such protection.

12 In so far as the disparity between national laws may give rise to restrictions on intra-Community trade in
sound recordings, such restrictions are justified under Article 36 of the Treaty if they are the result of
differences between the rules governing the period of protection and this is inseparably linked to the very
existence of the exclusive rights.

13 No such justification would exist if the restrictions on trade imposed or accepted by the national legislation
relied on by the owner of the exclusive rights or his licensee were of such a nature as to constitute a means
of arbitrary discrimination or a disguised measure to restrict trade. However, there is nothing in the documents
before the Court to suggest that such a situation might exist in a case such as the present one.

14 Consequently, the reply to the question referred to the Court must be that Articles 30 and 36 of the Treaty
must be interpreted as not precluding the application of a Member State' s legislation which allows a producer
of sound recordings in that Member State to rely on the exclusive rights to reproduce and distribute certain
musical works of which he is the owner in order to prohibit the sale, in the territory of that Member State, of
sound recordings of the same musical works when those recordings are imported from another Member State
in which they were lawfully marketed without the consent of the aforesaid owner or his licensee and in which
the producer of those recordings had enjoyed protection which has in the mean time expired.

Costs

15 The costs incurred by the Government of the Federal Republic of Germany, the Government of the French
Republic, the United Kingdom, the Government of the Kingdom of Spain and the Commission of the
European Communities, which have submitted observations to the Court, are not recoverable. Since these
proceedings are, in so far as the parties to the main proceedings are concerned, in the nature of a step in the
action pending before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber ),

in answer to the questions submitted to it by the Landgericht Hamburg, by order of 2 October 1987, hereby
rules :

Articles 30 and 36 of the EEC Treaty must be interpreted as not precluding the application of a Member
State' s legislation which allows a producer of sound recordings in that Member State to rely on the exclusive
rights to reproduce and distribute certain musical works of which he is the owner in order to prohibit the sale,
in the territory of that Member State, of sound recordings of the same musical works when those recordings
are imported from another Member State in which they were lawfully marketed without the consent of the
aforesaid owner or his licensee and in which the producer of those recordings had enjoyed protection which
has in the mean time expired.
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Judgment of the Court (Fourth Chamber)
of 12 December 1990

J. Cholay and société "Bizon's Club" v Société des auteurs, compositeurs et éditeurs de musique
(SACEM). Reference for a preliminary ruling: Cour d'appel de Paris - France. Copyright management -

Disparities between national laws. Case C-270/86.

++++

Free movement of goods - Industrial and commercial property - Copyright - National legislation permitting the
charging, on the public use of imported sound recordings, in addition to the performance royalty, of a
supplementary reproduction royalty not provided for in the legislation of the Member State of origin -
Permissibility

(EEC Treaty, Arts 30 and 36 )

Articles 30 and 36 of the EEC Treaty, on a true construction, do not preclude the application of national
legislation allowing a national copyright-management society to charge a royalty called a "supplementary
mechanical reproduction fee", in addition to a performance royalty, on the public performance of sound
recordings, even where such a supplementary fee is not provided for in the Member State where those sound
recordings were lawfully placed on the market

(In this judgment the Court answers a question on Articles 30 and 36 of the Treaty in the same terms as in
Case 402/85 Basset v Sacem [1987] ECR 1747, in which substantially the same question was referred to it .)

In Case C-270/86,

REFERENCE to the Court pursuant to Article 177 of the EEC Treaty by the Cour d' appel, Paris, for a
preliminary ruling in the proceedings pending before that court between

J . Cholay,

Société "Bizon' s Club"

and

Société des auteurs, compositeurs et éditeurs de musique (Sacem ),

on the interpretation of Articles 30 and 36 of the said Treaty,

THE COURT (Fourth Chamber ),

composed of : M. Díez de Velasco, President of Chamber, C. N. Kakouris and P. J. G. Kapteyn, Judges,

Advocate General : C. O. Lenz

Registrar : J. A. Pompe, Deputy Registrar,

(The grounds of the judgment are not reproduced.)

in answer to the question submitted to it by the Cour d' appel, Paris, by judgment of 9 April 1986, as
interpreted by judgment of 21 January 1987, hereby rules :

Articles 30 and 36 of the EEC Treaty, on a true construction, do not preclude the application of national
legislation allowing a national copyright-management society to charge a royalty called a "supplementary
mechanical reproduction fee", in addition to a performance royalty, on the public performance of sound
recordings, even where such a supplementary fee is not provided for in the Member State where those sound
recordings were lawfully placed on the market
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Judgment of the Court
of 17 May 1988

Warner Brothers Inc. and Metronome Video ApS v Erik Viuff Christiansen.
Reference for a preliminary ruling: Ostre Landsret - Denmark.

Copyright - Objection to the hiring-out of video-cassettes.
Case 158/86.

++++

Free movement of goods - Industrial and commercial property - Copyright - National legislation giving the
author of a video-cassette the right to prevent it from being hired out - Application to a case where a
video-cassette, marketed with the consent of the author, is imported from a Member State which does not
recognize that right - Permissible

(EEC Treaty, Arts 30 and 36 )

Articles 30 and 36 of the Treaty do not prohibit the application of national legislation which gives an author
the right to make the hiring-out of video-cassettes subject to his permission, when the video-cassettes in

question have already been put into circulation with his consent in another Member State whose legislation
enables the author to control the initial sale, without giving him the right to prohibit hiring-out

Such legislation, which, in so far as it applies without distinction to video-cassettes produced in situ and
video-cassettes imported from another Member State, does not operate any arbitrary discrimination in trade
between Member States, is justified on grounds of the protection of industrial and commercial property -
including, in the context of Article 36, literary and artistic property.

The right to prohibit the hiring-out of a video-cassette is bound up with the essential rights of the author,
namely the exclusive right of performance and the exclusive right of reproduction, which the Treaty did not
intend to call in question. The right is necessary in order to guarantee to makers of films a satisfactory
remuneration on the specific rental market which is distinct from the sales market and the size of which -
owing to developments in technology - offers great potential as a source of revenue. The fact that an author
has put video-cassettes into circulation in a Member State which does not provide specific protection for the
right to hire them out should not, therefore, have repercussions on the right conferred on that same author by
the legislation of another Member State to restrain, in that State, the hiring-out of those video-cassettes.

In Case 158/86

REFERENCE to the Court under Article 177 of the EEC Treaty by the OEstre Landsret, Copenhagen, for a
preliminary ruling in the action pending before that court between

Warner Brothers Inc.,

Metronome Video ApS

and

Erik Viuff Christiansen

on the interpretation of Articles 30, 36 and 222 of the EEC Treaty with regard to the action taken by an
owner of exclusive rights in Denmark to restrain hiring-out in Denmark of a video-recording marketed in
another Member State by the same owner of the exclusive rights or with his consent ,.

THE COURT
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composed of : G. Bosco, President of Chamber, for the President, O . Due and J . C. Moitinho de Almeida
(Presidents of Chambers ), T. Koopmans, U . Everling, K. Bahlmann, Y. Galmot, R. Joliet and F.
Schockweiler, Judges,

Advocate General : G. F. Mancini

Registrar : J. A. Pompe, Deputy Registrar

after considering the observations submitted on behalf of :

Warner Brothers Inc. and Metronome Video ApS, by Johan Schlueter, of the Copenhagen Bar,

Erik Viuff Christiansen by Niels Gangsted-Rasmussen, of the Copenhagen Bar,

the Danish Government, by Laurids Mikaelsen, Legal Adviser at the Danish Ministry of Foreign Affairs,
acting as Agent,

the United Kingdom, by S. J. Hay, of the Treasury Solicitor' s Department, London, acting as Agent,

the French Government, by Gilbert Guillaume, the Director of Legal Affairs at the Ministry of Foreign
Affairs, acting as Agent,

the Commission of the European Communities, by Johannes Foens Buehl and Giuliano Marenco, members of
its Legal Department, acting as Agents,

having regard to the Report for the Hearing and further to the hearing on 1 October 1987,

after hearing the Opinion of the Advocate General delivered at the sitting on 26 January 1988,

gives the following

Judgment

1 By order dated 11 June 1986, which was received at the Court on 1 July 1986, the OEstre Landsret referred
to the Court for a preliminary ruling under Article 177 of the EEC Treaty a question on the interpretation of
Articles 30 and 36 of the EEC Treaty, with a view to establishing the extent to which national copyright
legislation regarding the hiring-out of video-cassettes is compatible with the free movement of goods.

2 The question was raised in the context of proceedings brought by two companies, Warner Brothers Inc.
(hereinafter referred to as "Warner ") and Metronome Video ApS (hereinafter "Metronome "), against Mr Erik
Viuff Christiansen.

3 Warner, the owner in the United Kingdom of the copyright of the film "Never Say Never Again", which it
produced in that country, assigned the management of the video production rights in Denmark to Metronome .

4 The video-cassette of the film was on sale in the United Kingdom with Warner' s consent. Mr Christiansen,
who manages a video shop in Copenhagen, purchased a copy in London with a view to hiring it out in
Denmark and imported it into that Member State for that purpose.

5 On the basis of Danish legislation, which enables the author or producer of a musical or cinematographic
work to take action to restrain the hiring-out of videograms of that work until such time as he gives his
consent, Warner and Metronome obtained an injunction from the Copenhagen City Court prohibiting the
defendant from hiring out the video-cassette in Denmark.

6 In the context of the proceedings referred to it, the OEstre Landsret (Eastern Division of the High Court )
decided to request the Court of Justice to give a preliminary ruling on the following
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question :

"Must the provisions of Chapter 2 in Title I of Part 2 of the EEC Treaty, on the elimination of quantitative
restrictions between Member States, namely Articles 30 and 36, in conjunction with Article 222 of the
Treaty, be interpreted as meaning that the owner of exclusive rights (copyright ) in a video-recording which
is lawfully put into circulation by the owner of the exclusive right or with his consent in a Member State
under whose domestic copyright law it is not possible to prohibit the (resale and ) hiring-out of the
recordings is prevented from restraining the hiring-out of the video-recording in another Member State into
which it has been lawfully imported, where the copyright law of that State allows such prohibition without
distinguishing between domestic and imported video-recordings and without impeding the actual importation
of video-recordings?"

7 Reference is made to the Report for the Hearing for a fuller account of the facts of the main proceedings,
the applicable national legislation and the observations submitted to the Court, which are mentioned or
discussed hereinafter only in so far as is necessary for the reasoning of the Court.

8 In submitting the question the national court seeks to ascertain, in essence, whether Articles 30 and 36 of
the EEC Treaty preclude the application of national legislation which gives an author the right to make the
hiring-out of video-cassettes conditional on his authorization, where those video-cassettes have already been
put into circulation with his consent in another Member State whose legislation allows the author to control
their initial sale without giving him the right to prohibit them from being hired out.

9 It should be noted that, unlike the national copyright legislation which gave rise to the judgment of 20
January 1981 in Joined Cases 55 and 57/80 Musik Vertrieb Membran v GEMA (( 1981 )) ECR 147, the
legislation which gives rise to the present preliminary question does not enable the author to collect an
additional fee on the actual importation of recordings of protected works which are marketed with his consent
in another Member State, or to set up any further obstacle whatsoever to importation or resale. The rights and
powers conferred on the author by the national legislation in question comes into operation only after
importation has been carried out.

10 None the less, it must be observed that the commercial distribution of video-cassettes takes the form not
only of sales but also, and increasingly, that of hiring-out to individuals who possess video-tape recorders. The
right to prohibit such hiring-out in a Member State is therefore liable to influence trade in video-cassettes in
that State and hence, indirectly, to affect intra-Community trade in those products. Legislation of the kind
which gave rise to the main proceedings must therefore, in the light of established case-law, be regarded as a
measure having an effect equivalent to a quantitative restriction on imports, which is prohibited by Article 30
of the Treaty .

11 Consideration should therefore be given to whether such legislation may be considered justified on grounds
of the protection of industrial and commercial property within the meaning of Article 36 - a term which was
held by the Court, in its judgment of 6 October 1982 in Case 262/81 Coditel v Ciné-Vog (( 1982 )) ECR
3381, to include literary and artistic property.

12 In that connection it should first be noted that the Danish legislation applies without distinction to
video-cassettes produced in situ and video-cassettes imported from another Member State. The determining
factor for the purposes of its application is the type of transaction in video-cassettes which is in question, not
the origin of those video-cassettes. Such legislation does not therefore, in itself, operate any arbitrary
discrimination in trade between Member States .

13 It should further be pointed out that literary and artistic works may be the subject of commercial
exploitation, whether by way of public performance or of the reproduction and marketing of the recordings
made of them, and this is true in particular of cinematographic works. The two essential rights
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of the author, namely the exclusive right of performance and the exclusive right of reproduction, are not
called in question by the rules of the Treaty.

14 Lastly, consideration must be given to the emergence, demonstrated by the Commission, of a specific
market for the hiring-out of such recordings, as distinct from their sale. The existence of that market was
made possible by various factors such as the improvement of manufacturing methods for video-cassettes which
increased their strength and life in use, the growing awareness amongst viewers that they watch only
occasionally the video-cassettes which they have bought and, lastly, their relatively high purchase price . The
market for the hiring-out of video-cassettes reaches a wider public than the market for their sale and, at
present, offers great potential as a source of revenue for makers of films.

15 However, it is apparent that, by authorizing the collection of royalties only on sales to private individuals
and to persons hiring out video-cassettes, it is impossible to guarantee to makers of films a remuneration
which reflects the number of occasions on which the video-cassettes are actually hired out and which secures
for them a satisfactory share of the rental market. That explains why, as the Commission points out in its
observations, certain national laws have recently provided specific protection of the right to hire out
video-cassettes.

16 Laws of that kind are therefore clearly justified on grounds of the protection of industrial and commercial
property pursuant to Article 36 of the Treaty.

17 However, the defendant in the main proceedings, relying on the judgments of 22 January 1981 in Case
58/80 Dansk Supermarked v Imerco (( 1981 )) ECR 181 and of 20 January 1981 Musik Vertrieb Membran v
GEMA, cited above, contends that the author is at liberty to choose the Member State in which he will
market his work. The defendant in the main proceedings emphasizes that the author makes his choice
according to his own interests and must, in particular, take into consideration the fact that the legislation of
certain Member States, unlike that of certain others, confers on him an exclusive right enabling him to restrain
the hiring-out of the recording of the work even when that work has been offered for sale with his consent.
That being so, a maker of a film who has offered the video-cassette of that film for sale in a Member State
whose legislation confers on him no exclusive right of hiring it out (as in the main proceedings ) must accept
the consequences of his choice and the exhaustion of his right to restrain the hiring-out of that video-cassette
in any other Member State .

18 That objection cannot be upheld. It follows from the foregoing considerations that, where national
legislation confers on authors a specific right to hire out video-cassettes, that right would be rendered
worthless if its owner were not in a position to authorize the operations for doing so. It cannot therefore be
accepted that the marketing by a film-maker of a video-cassette containing one of his works, in a Member
State which does not provide specific protection for the right to hire it out, should have repercussions on the
right conferred on that same film-maker by the legislation of another Member State to restrain, in that State,
the hiring-out of that video-cassette.

19 In those circumstances, the answer to be given to the question submitted by the national court is that
Articles 30 and 36 of the Treaty do not prohibit the application of national legislation which gives an author
the right to make the hiring-out of video-cassettes subject to his permission, when the video-cassettes in
question have already been put into circulation with his consent in another Member State whose legislation
enables the author to control the initial sale, without giving him the right to prohibit hiring-out.

Costs

20 The costs incurred by the Danish Government, the United Kingdom, the French Government and
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the Commission of the European Communities, which have submitted observations to the Court, are not
recoverable. As these proceedings are, in so far as the parties to the main action are concerned, in the nature
of a step in the proceedings before the national court, the decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the OEstre Landsret, Copenhagen, by order of 11 June 1986,
hereby rules :

Articles 30 and 36 of the EEC Treaty do not prohibit the application of national legislation which gives an
author the right to make the hiring-out of video-cassettes subject to his permission, when the video-cassettes in
question have already been put into circulation with his consent in another Member State whose legislation
enables the author to control the initial sale, without giving him the right to prohibit hiring-out.
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Judgment of the Court
of 9 April 1987

G. Basset v Société des auteurs, compositeurs et éditeurs de musique (SACEM). Reference for a
preliminary ruling: Cour d'appel de Versailles - France. Copyright management - Disparities between

national laws. Case 402/85.

++++

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - COPYRIGHT -
NATIONAL LEGISLATION PERMITTING THE CHARGING, ON THE PUBLIC USE OF IMPORTED
SOUND RECORDINGS, IN ADDITION TO THE PERFORMANCE ROYALTY, OF A SUPPLEMENTARY
REPRODUCTION ROYALTY NOT PROVIDED FOR IN THE MEMBER STATE OF ORIGIN -
PERMISSIBILITY

(EEC TREATY, ARTS. 30 AND 36 )

2 . COMPETITION - DOMINANT POSITION - COPYRIGHT MANAGEMENT SOCIETY ENJOYING A
DE FACTO MONOPOLY - CHARGING, ON THE PUBLIC USE OF IMPORTED SOUND RECORDINGS,
IN ADDITION TO THE PERFORMANCE ROYALTY, OF A SUPPLEMENTARY REPRODUCTION
ROYALTY NOT PROVIDED FOR IN THE MEMBER STATE OF ORIGIN - NO ABUSE.

(EEC TREATY, ART. 86 )

1 . ARTICLES 30 AND 36 OF THE EEC TREATY, ON A TRUE CONSTRUCTION, DO NOT
PRECLUDE THE APPLICATION OF NATIONAL LEGISLATION ALLOWING A NATIONAL
COPYRIGHT-MANAGEMENT SOCIETY TO CHARGE A ROYALTY CALLED A "SUPPLEMENTARY
MECHANICAL REPRODUCTION FEE", IN ADDITION TO A PERFORMANCE ROYALTY, ON THE
PUBLIC PERFORMANCE OF SOUND RECORDINGS, EVEN WHERE SUCH A SUPPLEMENTARY FEE
IS NOT PROVIDED FOR IN THE MEMBER STATE WHERE THOSE SOUND RECORDINGS WERE
LAWFULLY PLACED ON THE MARKET

2 . THE PROHIBITIONS LAID DOWN IN ARTICLE 86 OF THE EEC TREATY, PROPERLY
CONSTRUED, DO NOT APPLY TO THE CONDUCT OF A NATIONAL COPYRIGHT-MANAGEMENT
SOCIETY SIMPLY BECAUSE IT CHARGES A ROYALTY CALLED A "SUPPLEMENTARY
MECHANICAL REPRODUCTION FEE", IN ADDITION TO A PERFORMANCE ROYALTY, ON THE
PUBLIC PERFORMANCE OF SOUND RECORDINGS, EVEN WHERE SUCH A SUPPLEMENTARY FEE
IS NOT PROVIDED FOR IN THE MEMBER STATE WHERE THOSE SOUND RECORDINGS WERE
LAWFULLY PLACED ON THE MARKET

IN CASE 402/85

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE COUR D' APPEL
(COURT OF APPEAL ), VERSAILLES, FOR A PRELIMINARY RULING IN THE PROCEEDINGS
PENDING BEFORE THAT COURT BETWEEN

G . BASSET, RESIDING AT FREJUS (FRANCE ),

AND

SOCIETE DES AUTEURS, COMPOSITEURS ET EDITEURS DE MUSIQUE (SACEM ), PARIS,

ON THE INTERPRETATION OF ARTICLES 30, 36 AND 86 OF THE EEC TREATY,

THE COURT

COMPOSED OF : LORD MACKENZIE STUART, PRESIDENT, T.*F. O' HIGGINS AND F .
SCHOCKWEILER (PRESIDENTS OF CHAMBERS ), G. BOSCO, T. KOOPMANS, O . DUE,
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K. BAHLMANN, R. JOLIET AND G.*C. RODRIGUEZ IGLESIAS, JUDGES,

ADVOCATE GENERAL : C.*O. LENZ

REGISTRAR : B. PASTOR, ADMINISTRATOR

AFTER CONSIDERING THE OBSERVATIONS SUBMITTED ON BEHALF OF :

G . BASSET, THE APPELLANT IN THE MAIN PROCEEDINGS, REPRESENTED BY P . MONTIER, OF
THE PARIS BAR,

SACEM, THE RESPONDENT IN THE MAIN PROCEEDINGS, REPRESENTED BY O. CARMET AND G.
KIEJMAN, OF THE PARIS BAR,

THE GOVERNMENT OF THE FRENCH REPUBLIC, REPRESENTED BY E. BELLIARD AND J .
MYARD, ACTING AS AGENTS,

THE GOVERNMENT OF THE ITALIAN REPUBLIC, REPRESENTED BY L. FERRARI BRAVO, HEAD
OF THE SERVIZIO DEL CONTENZIOSO DIPLOMATICO, ACTING AS AGENT, ASSISTED BY O.
FIUMARA, AVVOCATO DELLO STATO,

THE COMMISSION OF THE EUROPEAN COMMUNITIES, REPRESENTED BY G. MARENCO, A
MEMBER OF ITS LEGAL DEPARTMENT, ACTING AS AGENT,

HAVING REGARD TO THE REPORT FOR THE HEARING AND FURTHER TO THE HEARING ON 17
DECEMBER 1986,

AFTER HEARING THE OPINION OF THE ADVOCATE GENERAL DELIVERED AT THE SITTING ON
24 FEBRUARY 1987,

GIVES THE FOLLOWING

JUDGMENT

1 BY A JUDGMENT OF 20 NOVEMBER 1985, WHICH WAS RECEIVED AT THE COURT ON 5
DECEMBER 1985, THE COUR D' APPEL (COURT OF APPEAL ), VERSAILLES, REFERRED TO THE
COURT FOR A PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY TWO
QUESTIONS ON THE INTERPRETATION OF ARTICLES 30, 36 AND 86 OF THE TREATY WITH A
VIEW TO DETERMINING THE COMPATIBILITY WITH THOSE PROVISIONS OF THE CHARGING OF
A ROYALTY KNOWN AS A "SUPPLEMENTARY MECHANICAL REPRODUCTION FEE" ON THE
PUBLIC PERFORMANCE, BY MEANS OF SOUND RECORDINGS, OF WORKS PROTECTED BY
COPYRIGHT.

2 THOSE QUESTIONS WERE RAISED IN THE COURSE OF PROCEEDINGS BETWEEN MR BASSET,
WHO OPERATES A DISCOTHEQUE IN FREJUS, AND THE SOCIETE DES AUTEURS,
COMPOSITEURS ET EDITEURS DE MUSIQUE (SACEM ). ASSERTING THAT WORKS FROM ITS
REPERTOIRE HAD BEEN PLAYED IN MR BASSET' S DISCOTHEQUE WITHOUT PAYMENT OF THE
AGREED ROYALTIES, SACEM BROUGHT PROCEEDINGS AGAINST MR BASSET BEFORE THE
TRIBUNAL DE GRANDE INSTANCE (REGIONAL COURT ), DRAGUIGNAN, WHICH ORDERED MR
BASSET TO PAY THE ROYALTIES IN QUESTION . MR BASSET APPEALED ON THE GROUND
THAT THE CONTRACTS ON WHICH THE CLAIM FOR ROYALTIES WAS BASED WERE VOID AS
CONTRARY TO NATIONAL AND COMMUNITY LAW ON COMPETITION.

3 THE COUR D' APPEL, VERSAILLES, TO WHICH THE MATTER WAS REMITTED AFTER A
JUDGMENT OF THE COUR D' APPEL, AIX-EN-PROVENCE, WAS QUASHED, HELD THAT MR
BASSET' S SUBMISSIONS WERE BASED PRIMARILY ON THE CONCEPTS OF "ABUSE OF A
DOMINANT POSITION" AND "UNLAWFUL AGREEMENT" AND THAT IT WAS NECESSARY
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TO CONSIDER THOSE SUBMISSIONS IN THE LIGHT NOT ONLY OF FRENCH LAW BUT ALSO OF
COMMUNITY LAW, IN PARTICULAR ARTICLES 85 AND 86 OF THE TREATY.

4 WITH REGARD TO THE APPLICATION OF ARTICLE 85, THE COUR D' APPEL POINTS OUT THAT
SACEM HAS CONCLUDED RECIPROCAL REPRESENTATION CONTRACTS WITH MOST FOREIGN
COPYRIGHT-MANAGEMENT SOCIETIES UNDER WHICH EACH SOCIETY AUTHORIZES THE OTHER
TO COLLECT ROYALTIES ON WORKS FROM THE REPERTOIRE OF THE FOREIGN SOCIETY, SUCH
ROYALTIES TO BE COLLECTED IN EACH COUNTRY IN ACCORDANCE WITH THE NORMAL
CONDITIONS IN THAT COUNTRY . ALTHOUGH SUCH CONTRACTS MAY BE CONSIDERED
"AGREEMENTS BETWEEN UNDERTAKINGS" FOR THE PURPOSES OF ARTICLE 85, THEY DO NOT
HAVE AS THEIR OBJECT OR EFFECT THE DISTORTION OF COMPETITION WITHIN THE COMMON
MARKET. THE SYSTEM OF RECIPROCAL AUTHORITY CANNOT AFFECT THE AMOUNT OF
COPYRIGHT ROYALTIES IN EACH COUNTRY AND IS LIKELY, BY ITS NATURE, TO REDUCE THE
COST OF COLLECTING AND MONITORING ROYALTIES, TO THE BENEFIT OF AUTHORS AND OF
USERS OF PROTECTED WORKS.

5 WITH REGARD TO ARTICLE 86, THE COUR D' APPEL CONSIDERS THAT SACEM HAS A DE
FACTO MONOPOLY AND THUS OCCUPIES A DOMINANT POSITION ON THE MARKET . MR
BASSET CLAIMS THAT SACEM HAS ABUSED THAT DOMINANT POSITION IN TWO RESPECTS :
FIRST OF ALL, THE RATE OF THE ROYALTY, 8.25% OF THE DISCOTHEQUE' S GROSS
TURNOVER, IS EXCESSIVE IN RELATION TO THE BENEFIT PROVIDED; SECONDLY, THAT RATE
OF 8.25% INCLUDES A "SUPPLEMENTARY MECHANICAL REPRODUCTION FEE" OF 1.65%,
CHARGED ON THE SAME BASIS AS THE REST OF THE ROYALTY, THAT IS TO SAY THE PUBLIC
USE OF SOUND RECORDINGS .

6 ON THE FIRST POINT, THE COUR D' APPEL REJECTS THE CLAIM THAT THE RATE OF 8.25% IS
AN UNFAIR PRICE. IT TAKES THE VIEW THAT THAT CHARGE, ALTHOUGH HIGH IN
COMPARISON WITH THAT APPLIED IN OTHER COUNTRIES, IS NOT EXCESSIVE IN VIEW OF THE
FACT THAT DISCOTHEQUES USE A PARTICULARLY LARGE AMOUNT OF MUSIC AND IF THEY
COULD NOT USE SUCH MUSIC WOULD BE OBLIGED TO CLOSE IMMEDIATELY.

7 ON THE SECOND POINT, THE COUR D' APPEL STATES FIRST OF ALL THAT UNDER FRENCH
LEGISLATION AN AUTHOR' S RIGHTS TO THE EXPLOITATION OF HIS WORK INCLUDE THE
RIGHT OF PERFORMANCE AND THE RIGHT OF REPRODUCTION. PERFORMANCE IS DEFINED AS
THE COMMUNICATION OF THE WORK TO THE PUBLIC, IN PARTICULAR ITS DISSEMINATION,
BY ANY MEANS; REPRODUCTION IS THE FIXATION OF A WORK IN MATERIAL FORM BY ANY
METHOD WHICH PERMITS ITS COMMUNICATION TO THE PUBLIC IN AN INDIRECT MANNER, IN
PARTICULAR BY MECHANICAL RECORDING. IN THE CASE OF MUSIC, THE RIGHT OF
REPRODUCTION IS NORMALLY ASSIGNED TO THE MANUFACTURER OF SOUND RECORDINGS,
AND THE ROYALTY IS PAID WHEN THE RECORDINGS ARE PLACED ON THE MARKET.
HOWEVER, THE ROYALTY OF 8.25% CHARGED TO DISCOTHEQUES BY SACEM COMPRISES THE
PRICE OF THE PERFORMANCE RIGHT, IN THE AMOUNT OF 6.60%, AND A "SUPPLEMENTARY"
REPRODUCTION ROYALTY, IN THE AMOUNT OF 1.65 %.

8 THE COUR D' APPEL HOLDS IN THAT REGARD THAT THE CHARGING OF BOTH A
PERFORMANCE ROYALTY AND A SUPPLEMENTARY REPRODUCTION ROYALTY IS JUSTIFIED IN
FRENCH LAW, WHICH ALLOWS AN AUTHOR TO GRANT A MANUFACTURER OF SOUND
RECORDINGS A RIGHT OF REPRODUCTION RELATING ONLY TO THE MARKETING OF
RECORDINGS FOR PRIVATE USE AND TO CHARGE A SUPPLEMENTARY MECHANICAL
REPRODUCTION FEE TO A PERSON WHO, HAVING ACQUIRED THE RECORDING, MAKES A
PUBLIC USE
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OF IT WHICH IS NOT COVERED BY THE REPRODUCTION FEE INITIALLY PAID. HOWEVER, THE
COUR D' APPEL IS UNCERTAIN WHETHER THE CHARGING OF THE SUPPLEMENTARY
MECHANICAL REPRODUCTION FEE IS COMPATIBLE WITH COMMUNITY LAW, IN PARTICULAR
WHERE SOUND RECORDINGS HAVE BEEN IMPORTED FROM ANOTHER MEMBER STATE WHERE
THEY WERE LAWFULLY MARKETED AND WHERE THE PUBLIC DISSEMINATION OF PROTECTED
WORK GIVES RISE ONLY TO A SINGLE ROYALTY CORRESPONDING TO THE PERFORMANCE
FEE; IN SUCH CIRCUMSTANCES THE CHARGING OF COMBINED ROYALTIES IN FRANCE MIGHT
HAVE THE EFFECT OF INTERFERING WITH THE FREE MOVEMENT OF GOODS.

9 WITH A VIEW TO RESOLVING THOSE PROBLEMS THE COUR D' APPEL REFERRED TWO
QUESTIONS TO THE COURT FOR A PRELIMINARY RULING IN ORDER TO DETERMINE WHETHER
ARTICLES 30 AND 36 OR ARTICLE 86 OF THE TREATY MUST BE INTERPRETED AS MEANING
THAT "A NATIONAL COPYRIGHT MANAGEMENT SOCIETY, WHICH ENJOYS A DE FACTO
MONOPOLY FOR THE PROTECTION OF ITS REPERTOIRE AND IS CONNECTED BY RECIPROCAL
REPRESENTATION CONTRACTS WITH FOREIGN COPYRIGHT-MANAGEMENT SOCIETIES
ESTABLISHED INTER ALIA IN MEMBER STATES OF THE COMMUNITY, MAY NOT CHARGE
USERS A ROYALTY (CALLED A SUPPLEMENTARY MECHANICAL REPRODUCTION FEE ) ON THE
PUBLIC PERFORMANCE OF WORKS FROM THE REPERTOIRES OF THOSE FOREIGN SOCIETIES
BY MEANS OF SOUND RECORDINGS IN FREE CIRCULATION ON THE TERRITORY OF THOSE
MEMBER STATES, THE CHARGING OF WHICH IS PROVIDED FOR AND AUTHORIZED BY THE
LAW OF THE STATE WHERE THE SOUND RECORDINGS ARE USED BUT NOT IN THE MEMBER
STATES FROM WHICH THEY ARE IMPORTED ".

10 REFERENCE IS MADE TO THE REPORT FOR THE HEARING FOR THE SUBSTANCE OF THE
FRENCH LEGISLATION ON LITERARY AND ARTISTIC PROPERTY AND A SUMMARY OF THE
WRITTEN OBSERVATIONS SUBMITTED TO THE COURT, WHICH ARE MENTIONED OR
DISCUSSED HEREINAFTER ONLY IN SO FAR AS IS NECESSARY FOR THE REASONING OF THE
COURT.

11 IT SHOULD BE RECALLED FIRST OF ALL THAT SOUND RECORDINGS ARE PRODUCTS TO
WHICH THE FREE MOVEMENT OF GOODS APPLIES AND THAT ARTICLE 30 OF THE TREATY
THEREFORE PROHIBITS THE APPLICATION OF NATIONAL LEGISLATION ALLOWING A
COPYRIGHT-MANAGEMENT SOCIETY, ON THE BASIS OF THE EXCLUSIVE EXPLOITATION RIGHT
WHICH IT EXERCISES ON BEHALF OF THE COPYRIGHT HOLDER, TO PREVENT THE
DISTRIBUTION OF SOUND RECORDINGS IMPORTED FROM ANOTHER MEMBER STATE.
HOWEVER, ARTICLE 36 OF THE TREATY PROVIDES THAT ARTICLE 30 DOES NOT PRECLUDE
RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF INDUSTRIAL
AND COMMERCIAL PROPERTY, AN EXPRESSION WHICH INCLUDES COPYRIGHT PROTECTION,
IN PARTICULAR IN SO FAR AS IT IS EXPLOITED COMMERCIALLY BY MEANS OF LICENCES .
ACCORDING TO THE SECOND SENTENCE OF ARTICLE 36, SUCH RESTRICTIONS MUST NOT
CONSTITUTE A MEANS OF ARBITRARY DISCRIMINATION OR A DISGUISED RESTRICTION ON
TRADE BETWEEN MEMBER STATES.

12 IT APPEARS FROM THE JUDGMENT OF THE NATIONAL COURT THAT THE "SUPPLEMENTARY
MECHANICAL REPRODUCTION FEE" WITH WHICH THE PRELIMINARY QUESTIONS ARE
CONCERNED IS CHARGED NOT ON THE IMPORTATION OR MARKETING OF RECORDS OR
OTHER SOUND RECORDINGS BUT BY REASON OF THEIR PUBLIC USE, FOR EXAMPLE BY A
RADIO STATION, IN A DISCOTHEQUE OR IN A DEVICE SUCH AS A JUKE-BOX INSTALLED IN A
PUBLIC PLACE. THE PROBLEM RAISED BY THE NATIONAL COURT LIES IN THE FACT THAT IN
SUCH CIRCUMSTANCES THAT ROYALTY IS CHARGED IN ADDITION TO A PERFORMANCE
ROYALTY.
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13 THE NATIONAL COURT ASKS WHETHER ARTICLES 30 AND 36 OR ARTICLE 86 OF THE
TREATY PROHIBITS THE CHARGING OF SUCH AN AGGREGATE FEE WHERE THE SOUND
RECORDINGS WERE MANUFACTURED AND MARKETED IN A MEMBER STATE WHERE THERE IS
NO SUCH AGGREGATION OF FEES AND ONLY A PERFORMANCE ROYALTY IS CHARGED ON
THE PUBLIC USE OF A RECORDED WORK. THAT IS THE HYPOTHESIS THAT MUST BE
EXAMINED.

14 IT IS UNDISPUTED THAT, AS IS NORMALLY THE CASE WITH REGARD TO COPYRIGHT
MANAGEMENT, ON THE BASIS OF THE APPLICABLE INTERNATIONAL CONVENTIONS, THE
AGGREGATION OF A PERFORMANCE FEE AND A SUPPLEMENTARY MECHANICAL
REPRODUCTION FEE CHARGED ON THE PUBLIC USE IN FRANCE OF A RECORDED MUSICAL
WORK TAKES PLACE WHETHER THE RECORDS ARE OF FRENCH ORIGIN OR ARE
MANUFACTURED OR MARKETED IN ANOTHER MEMBER STATE. IT IS TRUE THAT PUBLIC USE
IN ANOTHER MEMBER STATE MAY GIVE RISE ONLY TO THE COLLECTION OF A
PERFORMANCE ROYALTY IN FAVOUR OF THE AUTHOR AND THE RECORD MANUFACTURER,
BUT THAT CIRCUMSTANCE DOES NOT IMPLY THAT THE AMOUNT OF THE ROYALTY
CHARGED OR ITS FUNCTION ARE DIFFERENT FROM THOSE OF THE ROYALTIES CHARGED IN
FRANCE ON SUCH USE.

15 IN OTHER WORDS, DISREGARDING THE CONCEPTS USED BY FRENCH LEGISLATION AND
PRACTICE, THE SUPPLEMENTARY MECHANICAL REPRODUCTION FEE MAY THUS BE
ANALYSED AS CONSTITUTING PART OF THE PAYMENT FOR AN AUTHOR' S RIGHTS OVER THE
PUBLIC PERFORMANCE OF A RECORDED MUSICAL WORK . MOREOVER, THE AMOUNT OF
THAT ROYALTY, LIKE THAT OF THE PERFORMANCE FEE STRICTLY SO CALLED, IS
CALCULATED ON THE BASIS OF THE DISCOTHEQUE' S TURNOVER AND NOT THE NUMBER OF
RECORDS BOUGHT OR PLAYED

16 IT FOLLOWS THAT, EVEN IF THE CHARGING OF THE FEE IN QUESTION WERE TO BE
CAPABLE OF HAVING A RESTRICTIVE EFFECT ON IMPORTS, IT DOES NOT CONSTITUTE A
MEASURE HAVING EQUIVALENT EFFECT PROHIBITED UNDER ARTICLE 30 OF THE TREATY
INASMUCH AS IT MUST BE REGARDED AS A NORMAL EXPLOITATION OF COPYRIGHT AND
DOES NOT CONSTITUTE A MEANS OF ARBITRARY DISCRIMINATION OR A DISGUISED
RESTRICTION ON TRADE BETWEEN MEMBER STATES FOR THE PURPOSES OF ARTICLE 36 OF
THE TREATY.

17 THE ANSWER TO THE FIRST QUESTION MUST THEREFORE BE THAT ARTICLES 30 AND 36
OF THE EEC TREATY, ON A TRUE CONSTRUCTION, DO NOT PRECLUDE THE APPLICATION OF
NATIONAL LEGISLATION ALLOWING A NATIONAL COPYRIGHT-MANAGEMENT SOCIETY TO
CHARGE A ROYALTY CALLED A "SUPPLEMENTARY MECHANICAL REPRODUCTION FEE", IN
ADDITION TO A PERFORMANCE ROYALTY, ON THE PUBLIC PERFORMANCE OF SOUND
RECORDINGS, EVEN WHERE SUCH A SUPPLEMENTARY FEE IS NOT PROVIDED FOR IN THE
MEMBER STATE WHERE THOSE SOUND RECORDINGS WERE LAWFULLY PLACED ON THE
MARKET

18 WITH REGARD TO THE SECOND QUESTION, IT FOLLOWS FROM THE FOREGOING
CONSIDERATIONS CONCERNING THE APPLICATION OF ARTICLE 36 OF THE TREATY THAT THE
FACT THAT A COPYRIGHT-MANAGEMENT SOCIETY UTILIZES THE POSSIBILITIES MADE
AVAILABLE TO IT BY NATIONAL LEGISLATION IN THAT REGARD DOES NOT IN ITSELF
CONSTITUTE ABUSIVE CONDUCT FOR THE PURPOSES OF ARTICLE 86 OF THE TREATY.

19 IT IS NOT IMPOSSIBLE, HOWEVER, THAT THE AMOUNT OF THE ROYALTY, OR OF THE
COMBINED ROYALTIES, CHARGED BY THE COPYRIGHT-MANAGEMENT SOCIETY MAY BE SUCH
THAT ARTICLE 86 APPLIES. THE NATIONAL COURT, WHICH HAS EXCLUSIVE JURISDICTION TO
ESTABLISH THE FACTS OF THE CASE UNDER THE PROCEDURE FOR
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INTERPRETATIVE RULINGS UNDER ARTICLE 17 OF THE TREATY, HELD THAT SACEM MUST BE
REGARDED AS AN UNDERTAKING OCCUPYING A DOMINANT POSITION WITHIN THE COMMON
MARKET. IT FOLLOWS THAT IF THAT UNDERTAKING WERE TO ENGAGE IN ABUSIVE
PRACTICES, IN PARTICULAR BY IMPOSING UNFAIR CONDITIONS, ITS CONDUCT WOULD BE
CONTRARY TO ARTICLE 86 .

20 IN THE EVENT, HOWEVER, THE NATIONAL COURT CONSIDERED THAT THE AMOUNT OF
THE ROYALTIES CHARGED BY SACEM TO DISCOTHEQUES IN FRANCE WAS NOT UNFAIR . IN
ITS WRITTEN OBSERVATIONS THE COMMISSION INDICATED THAT IT WAS CARRYING OUT A
GENERAL INQUIRY INTO THE ROYALTIES CHARGED BY SACEM TO FRENCH DISCOTHEQUES,
COVERING BOTH THE RATE OF THOSE ROYALTIES AND THE BASIS ON WHICH THEY ARE
ASSESSED. HOWEVER, THE AMOUNT OF THE ROYALTIES IS NOT ONE OF THE ISSUES
REFERRED BY THE NATIONAL COURT TO THIS COURT.

21 THE ANSWER TO THE SECOND QUESTION MUST THEREFORE BE THAT THE PROHIBITIONS
LAID DOWN IN ARTICLE 86 OF THE EEC TREATY, PROPERLY CONSTRUED, DO NOT APPLY TO
THE CONDUCT OF A NATIONAL COPYRIGHT-MANAGEMENT SOCIETY SIMPLY BECAUSE IT
CHARGES A ROYALTY CALLED A "SUPPLEMENTARY MECHANICAL REPRODUCTION FEE", IN
ADDITION TO A PERFORMANCE ROYALTY, ON THE PUBLIC PERFORMANCE OF SOUND
RECORDINGS, EVEN WHERE SUCH A SUPPLEMENTARY FEE IS NOT PROVIDED FOR IN THE
MEMBER STATE WHERE THOSE SOUND RECORDINGS WERE LAWFULLY PLACED ON THE
MARKET

COSTS

22 THE COSTS INCURRED BY THE GOVERNMENT OF THE FRENCH REPUBLIC, THE
GOVERNMENT OF THE ITALIAN REPUBLIC AND THE COMMISSION, WHICH HAVE SUBMITTED
OBSERVATIONS TO THE COURT, ARE NOT RECOVERABLE. AS THESE PROCEEDINGS ARE, IN SO
FAR AS THE PARTIES TO THE MAIN PROCEEDINGS ARE CONCERNED, IN THE NATURE OF A
STEP IN THE ACTION PENDING BEFORE THE NATIONAL COURT, THE DECISION ON COSTS IS A
MATTER FOR THAT COURT.

ON THOSE GROUNDS,

THE COURT,

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE COUR D' APPEL, VERSAILLES, BY
JUDGMENT OF 20 NOVEMBER 1985, HEREBY RULES :

(1 ) ARTICLES 30 AND 36 OF THE EEC TREATY, ON A TRUE CONSTRUCTION, DO NOT
PRECLUDE THE APPLICATION OF NATIONAL LEGISLATION ALLOWING A NATIONAL
COPYRIGHT-MANAGEMENT SOCIETY TO CHARGE A ROYALTY CALLED A "SUPPLEMENTARY
MECHANICAL REPRODUCTION FEE", IN ADDITION TO A PERFORMANCE ROYALTY, ON THE
PUBLIC PERFORMANCE OF SOUND RECORDINGS, EVEN WHERE SUCH A SUPPLEMENTARY
FEE IS NOT PROVIDED FOR IN THE MEMBER STATE WHERE THOSE SOUND RECORDINGS
WERE LAWFULLY PLACED ON THE MARKET

(2 ) THE PROHIBITIONS LAID DOWN IN ARTICLE 86 OF THE EEC TREATY, PROPERLY
CONSTRUED, DO NOT APPLY TO THE CONDUCT OF A NATIONAL COPYRIGHT-MANAGEMENT
SOCIETY SIMPLY BECAUSE IT CHARGES A ROYALTY CALLED A "SUPPLEMENTARY
MECHANICAL REPRODUCTION FEE", IN ADDITION TO A PERFORMANCE ROYALTY, ON THE
PUBLIC PERFORMANCE OF SOUND RECORDINGS, EVEN WHERE SUCH A SUPPLEMENTARY
FEE IS NOT PROVIDED FOR IN THE MEMBER STATE WHERE THOSE SOUND RECORDINGS
WERE LAWFULLY PLACED ON THE MARKET
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Judgment of the Court
of 6 October 1982

Coditel SA, Compagnie générale pour la diffusion de la télévision, and others v Ciné-Vog Films SA
and others.

Reference for a preliminary ruling: Cour de cassation - Belgium.
Copyright and right of distribution: Cable diffusion of television.

Case 262/81.

1 . FREEDOM TO PROVIDE SERVICES - RESTRICTIONS - ARTISTIC AND INTELLECTUAL
PROPERTY - DISTINCTION BETWEEN THE EXISTENCE AND THE EXERCISE OF A RIGHT IN THE
CONTEXT OF THE FREE MOVEMENT OF GOODS - APPLICATION OF THAT DISTINCTION IN THE
CONTEXT OF THE MOVEMENT OF SERVICES

(EEC TREATY , ARTS. 36 AND 59 )

2 . COMPETITION - AGREEMENTS AND CONCERTED PRACTICES - COPYRIGHT IN A FILM -
EXERCISE OF THE RIGHT - CONDITIONS OF PROHIBITION - CONTRACT GRANTING THE
EXCLUSIVE RIGHT TO EXHIBIT A FILM - EXERCISE OF THE EXCLUSIVE EXHIBITION RIGHT -
CONDITIONS OF PROHIBITION - CRITERIA OF APPRAISAL

(EEC TREATY , ART. 85 (1 ))

1 . THE DISTINCTION , IMPLICIT IN ARTICLE 36 OF THE TREATY , BETWEEN THE EXISTENCE
OF A RIGHT CONFERRED BY THE LEGISLATION OF A MEMBER STATE IN REGARD TO THE
PROTECTION OF ARTISTIC AND INTELLECTUAL PROPERTY , WHICH CANNOT BE AFFECTED BY
THE PROVISIONS OF THE TREATY , AND THE EXERCISE OF SUCH RIGHT , WHICH MIGHT
CONSTITUTE A DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER STATES , ALSO
APPLIES WHERE THAT RIGHT IS EXERCISED IN THE CONTEXT OF THE MOVEMENT OF
SERVICES.

2 . ALTHOUGH COPYRIGHT IN A FILM AND THE RIGHT DERIVING FROM IT , NAMELY THAT
OF EXHIBITING THE FILM , ARE NOT AS SUCH SUBJECT TO THE PROHIBITIONS CONTAINED IN
ARTICLE 85 , THE EXERCISE OF THOSE RIGHTS MAY , NONE THE LESS , COME WITHIN THE
SAID PROHIBITIONS WHERE THERE ARE ECONOMIC OR LEGAL CIRCUMSTANCES THE EFFECT
OF WHICH IS TO RESTRICT FILM DISTRIBUTION TO AN APPRECIABLE DEGREE OR TO
DISTORT COMPETITION ON THE CINEMATOGRAPHIC MARKET , REGARD BEING HAD TO THE
SPECIFIC CHARACTERISTICS OF THAT MARKET.

AS REGARDS , IN PARTICULAR , A CONTRACT WHEREBY THE OWNER OF THE COPYRIGHT IN
A FILM GRANTS AN EXCLUSIVE RIGHT TO EXHIBIT THAT FILM FOR A SPECIFIC PERIOD IN
THE TERRITORY OF A MEMBER STATE , IT IS FOR NATIONAL COURTS TO MAKE SUCH
INQUIRIES AS ARE NECESSARY AND IN PARTICULAR TO ESTABLISH WHETHER OR NOT THE
EXERCISE OF THE EXCLUSIVE EXHIBITION RIGHT CREATES BARRIERS WHICH ARE
ARTIFICIAL AND UNJUSTIFIABLE IN TERMS OF THE NEEDS OF THE CINEMATOGRAPHIC
INDUSTRY , OR THE POSSIBILITY OF CHARGING FEES WHICH EXCEED A FAIR RETURN ON
INVESTMENT , OR AN EXCLUSIVITY THE DURATION OF WHICH IS DISPROPORTIONATE TO
THOSE REQUIREMENTS , AND WHETHER OR NOT , FROM A GENERAL POINT OF VIEW , SUCH
EXERCISE WITHIN A GIVEN GEOGRAPHIC AREA IS SUCH AS TO PREVENT , RESTRICT OR
DISTORT COMPETITION WITHIN THE COMMON MARKET.

IN CASE 262/81

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE COUR DE
CASSATION (COURT OF CASSATION ) OF THE KINGDOM OF BELGIUM FOR A PRELIMINARY
RULING IN THE CASE PENDING BEFORE THAT COURT BETWEEN
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1 . CODITEL SA , COMPAGNIE GENERALE POUR LA DIFFUSION DE LA TELEVISION , BRUSSELS
,

2 . CODITEL BRABANT SA , BRUSSELS ,

3 . CODITEL LIEGE SA , COMPAGNIE LIEGEOISE POUR LA DIFFUSION DE LA TELEVISION ,
LIEGE ,

4 . INTERMIXT , A PUBLIC UTILITY UNDERTAKING , BRUSSELS ,

5 . UNION PROFESSIONNELLE DE RADIO ET DE TELEDISTRIBUTION , SCHAERBEEK ,

6 . INTER-REGIES , AN INTERCOMMUNAL COOPERATIVE ASSOCIATION , SAINT-GILLES ,

APPELLANTS IN CASSATION ,

AND

1 . CINE-VOG FILMS SA , SCHAERBEEK ,

2 . CHAMBRE SYNDICALE BELGE DE LA CINEMATOGRAPHIE , A NON-PROFIT MAKING
ASSOCIATION , SAINT-JOSSE-TEN-NOODE ,

3 . LES FILMS LA BOETIE SA , PARIS ,

4 . SERGE PINON , SYNDIC OF THE COURT-SUPERVISED RECEIVERSHIP OF LES FILMS LA
BOETIE SA , PARIS ,

5 . CHAMBRE SYNDICALE DES PRODUCTEURS ET EXPORTATEURS DE FILMS FRANCAIS , PARIS
,

RESPONDENTS IN CASSATION ,

ON THE INTERPRETATION OF ARTICLES 85 AND 86 OF THE TREATY ,

1 BY ORDER OF 3 SEPTEMBER 1981 , WHICH WAS RECEIVED AT THE COURT ON 30
SEPTEMBER 1981 , THE BELGIAN COUR DE CASSATION (COURT OF CASSATION ) REFERRED TO
THE COURT FOR A PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY A
QUESTION CONCERNING THE INTERPRETATION OF ARTICLE 85 READ IN CONJUNCTION WITH
ARTICLE 36 OF THAT TREATY.

2 THE QUESTION AROSE IN THE COURSE OF PROCEEDINGS BETWEEN THREE BELGIAN CABLE
TELEVISION DIFFUSION COMPANIES , WHICH ARE HEREINAFTER REFERRED TO JOINTLY AS
THE CODITEL COMPANIES , APPELLANTS IN CASSATION , ON THE ONE HAND , AND A
BELGIAN FILM DISTRIBUTION COMPANY , CINE-VOG FILMS SA , A FRENCH FILM PRODUCING
COMPANY , LES FILMS LA BOETIE , AND OTHER REPRESENTATIVES OF THE
CINEMATOGRAPHIC INDUSTRY , THE RESPONDENTS IN CASSATION , ON THE OTHER HAND.

3 THE ACTION WHICH GAVE RISE TO THOSE PROCEEDINGS WAS FOR COMPENSATION FOR
THE DAMAGE WHICH CINE-VOG ALLEGED IT HAD SUFFERED AS THE RESULT OF THE
RETRANSMISSION OF THE BROADCAST ON GERMAN TELEVISION OF THE FILM ' ' LE BOUCHER
' ' , IN RESPECT OF WHICH CINE-VOG HAD ACQUIRED EXCLUSIVE DISTRIBUTION RIGHTS IN
BELGIUM FROM LES FILMS LA BOETIE .

4 IT IS APPARENT FROM THE FILE THAT THE CODITEL COMPANIES PROVIDE , WITH THE
AUTHORITY OF THE BELGIAN ADMINISTRATION , A CABLE TELEVISION DIFFUSION
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SERVICE COVERING PART OF BELGIUM. TELEVISION SETS BELONGING TO SUBSCRIBERS TO
THE SERVICE ARE LINKED BY CABLE TO A CENTRAL AERIAL HAVING SPECIAL TECHNICAL
FEATURES WHICH ENABLE BELGIAN BROADCASTS TO BE PICKED UP AS WELL AS CERTAIN
FOREIGN BROADCASTS WHICH THE SUBSCRIBER CANNOT ALWAYS RECEIVE WITH A PRIVATE
AERIAL , AND WHICH FURTHERMORE IMPROVE THE QUALITY OF THE PICTURE AND SOUND
RECEIVED BY THE SUBSCRIBERS.

5 THE COURT BEFORE WHICH THE CLAIM WAS ORIGINALLY MADE , THE TRIBUNAL DE
PREMIERE INSTANCE (COURT OF FIRST INSTANCE ), BRUSSELS , ORDERED THE CODITEL
COMPANIES TO PAY DAMAGES TO CINE-VOG. THE CODITEL COMPANIES APPEALED AGAINST
THAT JUDGMENT , AND THE COUR D ' APPEL (COURT OF APPEAL ), AFTER HOLDING THAT
ARTICLE 85 WAS NOT APPLICABLE TO THE DISPUTE , SUBMITTED TO THE COURT OF JUSTICE
TWO QUESTIONS WHICH , ESSENTIALLY , RAISED THE PROBLEM OF WHETHER ARTICLES
59 AND 60 OF THE TREATY PROHIBIT THE ASSIGNMENT , LIMITED TO THE TERRITORY OF A
MEMBER STATE , OF THE COPYRIGHT IN A FILM , IN VIEW OF THE FACT THAT A SERIES OF
SUCH ASSIGNMENTS MIGHT RESULT IN THE PARTITIONING OF THE COMMON MARKET AS
REGARDS THE UNDERTAKING OF ECONOMIC ACTIVITY IN THE FILM INDUSTRY.

6 BY JUDGMENT DATED 18 MARCH (( 1980 ) ECR 881 ), THE COURT RULED AS FOLLOWS :

' ' THE PROVISIONS OF THE EEC TREATY RELATING TO THE FREEDOM TO PROVIDE SERVICES
DO NOT PRECLUDE AN ASSIGNEE OF THE PERFORMING RIGHT IN A CINEMATOGRAPHIC FILM
IN A MEMBER STATE FROM RELYING UPON HIS RIGHT TO PROHIBIT THE EXHIBITION OF
THAT FILM IN THAT STATE , WITHOUT HIS AUTHORITY , BY MEANS OF CABLE DIFFUSION IF
THE FILM SO EXHIBITED IS PICKED UP AND TRANSMITTED AFTER BEING BROADCAST IN
ANOTHER MEMBER STATE BY A THIRD PARTY WITH THE CONSENT OF THE ORIGINAL OWNER
OF THE RIGHT ' ' .

7 HOWEVER , WITHIN THE PERIOD PRESCRIBED BY STATUTE FOR LODGING AN APPEAL IN
CASSATION , THE CODITEL COMPANIES HAD APPEALED TO THE COUR DE CASSATION
AGAINST THE JUDGMENT OF THE COUR D ' APPEL , CLAIMING INTER ALIA THAT THE LATTER
HAD ERRED IN HOLDING THAT ARTICLE 85 OF THE TREATY WAS NOT APPLICABLE TO THE
CASE IN POINT. THEY MAINTAINED , ON THE ONE HAND , THAT ARTICLE 36 COULD NOT
RESTRICT THE SCOPE OF APPLICATION OF ARTICLE 85 AND , ON THE OTHER HAND , THAT IF
COPYRIGHT AS A LEGAL STATUS DID NOT FALL WITHIN THE CLASS OF AGREEMENTS AND
CONCERTED PRACTICES AS ENVISAGED BY ARTICLE 85 , ITS EXERCISE MIGHT BE THE
PURPOSE , THE MEANS OR THE RESULT OF AN AGREEMENT , DECISION OR CONCERTED
PRACTICE AND THAT A CONTRACT INVOLVING AN EXCLUSIVE LICENCE OR AN ASSIGNMENT
OF COPYRIGHT MIGHT AMOUNT TO AN AGREEMENT , DECISION OR CONCERTED PRACTICE
FOR THE PURPOSES OF ARTICLE 85 , NOT ONLY BECAUSE OF THE RIGHTS AND OBLIGATIONS
ARISING FROM ITS CLAUSES BUT ALSO BECAUSE OF THE ECONOMIC AND LEGAL
CIRCUMSTANCES SURROUNDING IT AND , IN PARTICULAR , BECAUSE OF THE EXISTENCE OF
ANY SIMILAR AGREEMENTS CONCLUDED BETWEEN THE SAME PARTIES OR EVEN BETWEEN
THIRD PARTIES , AND OF THE CUMULATIVE EFFECT OF SUCH PARALLEL AGREEMENTS.

8 THE COUR DE CASSATION CONSIDERED THAT THE ABOVE SUBMISSION RAISED A QUESTION
OF INTERPRETATION OF COMMUNITY LAW AND REFERRED THE FOLLOWING QUESTION TO
THE COURT :

' ' WHERE A COMPANY WHICH IS THE PROPRIETOR OF THE RIGHTS OF EXPLOITATION
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OF A CINEMATOGRAPHIC FILM GRANTS A CONTRACT TO A COMPANY IN ANOTHER MEMBER
STATE AN EXCLUSIVE RIGHT TO SHOW THAT FILM IN THAT STATE , FOR A SPECIFIED

PERIOD , IS THAT CONTRACT LIABLE , BY REASON OF THE RIGHTS AND OBLIGATIONS
CONTAINED IN IT AND OF THE ECONOMIC AND LEGAL CIRCUMSTANCES SURROUNDING IT ,
TO CONSTITUTE AN AGREEMENT , DECISION OR CONCERTED PRACTICE WHICH IS
PROHIBITED BETWEEN UNDERTAKINGS PURSUANT TO THE FIRST AND SECOND PARAGRAPHS
OF ARTICLE 85 OF THE TREATY OR ARE THOSE PROVISIONS INAPPLICABLE EITHER BECAUSE
THE RIGHT TO SHOW THE FILM IS PART OF THE SPECIFIC SUBJECT-MATTER OF COPYRIGHT
AND ACCORDINGLY ARTICLE 36 OF THE TREATY WOULD BE AN OBSTACLE TO THE
APPLICATION OF ARTICLE 85 , OR BECAUSE OF THE RIGHT RELIED UPON BY THE ASSIGNEE
OF THE RIGHT TO SHOW THE FILM DERIVES FROM A LEGAL STATUS WHICH CONFERS ON
THE ASSIGNEE PROTECTION ERGA OMNES AND WHICH DOES NOT FALL WITHIN THE CLASS
OF AGREEMENTS AND CONCERTED PRACTICES REFERRED TO BY THE SAID ARTICLE 85?

' '

9 THE QUESTION ESSENTIALLY SEEKS TO ASCERTAIN THE POSITION , IN RELATION TO
PROHIBITIONS CONTAINED IN ARTICLE 85 OF THE TREATY , OF A CONTRACT WHEREBY THE
OWNER OF THE COPYRIGHT IN A FILM GRANTS THE EXCLUSIVE RIGHT TO EXHIBIT THAT
FILM WITHIN THE TERRITORY OF A MEMBER STATE AND FOR A SPECIFIED PERIOD. MORE
PARTICULARLY , THE QUESTION ASKS WHETHER SUCH A GRANT MAY POSSIBLY FALL
OUTSIDE THE SCOPE OF ARTICLE 85 BY VIRTUE OF THE SPECIAL CHARACTER ATTRIBUTED
TO THAT RIGHT BY ARTICLE 36 OF THE TREATY OR BY ITS PROTECTED STATUS UNDER
NATIONAL LAW .

10 IT SHOULD BE NOTED , BY WAY OF A PRELIMINARY OBSERVATION , THAT ARTICLE 36
PERMITS PROHIBITIONS OR RESTRICTIONS ON TRADE BETWEEN MEMBER STATES PROVIDED
THAT THEY ARE JUSTIFIED ON GROUNDS INTER ALIA OF THE PROTECTION OF INDUSTRIAL
AND COMMERCIAL PROPERTY , A TERM WHICH COVERS LITERARY AND ARTISTIC PROPERTY
, INCLUDING COPYRIGHT , WHEREAS THE MAIN PROCEEDINGS ARE CONCERNED WITH THE
QUESTION OF PROHIBITIONS OR RESTRICTIONS PLACED UPON THE FREE MOVEMENT OF
SERVICES.

11 IN THIS REGARD , AS THE COURT HELD IN ITS JUDGMENT OF 18 MARCH 1980 (CODITEL V
CINE-VOG FILMS (1980 ) ECR 881 ), THE PROBLEMS INVOLVED IN THE OBSERVANCE OF A
FILM PRODUCER ' S RIGHTS IN RELATION TO THE REQUIREMENTS OF THE TREATY ARE NOT
THE SAME AS THOSE WHICH ARISE IN CONNECTION WITH LITERARY AND ARTISTIC WORKS
THE PLACING OF WHICH AT THE DISPOSAL OF THE PUBLIC IS INSEPARABLE FROM THE
CIRCULATION OF THE MATERIAL FORM OF THE WORKS , AS IN THE CASE OF BOOKS OR
RECORDS , WHEREAS THE FILM BELONGS TO THE CATEGORY OF LITERARY AND ARTISTIC
WORKS MADE AVAILABLE TO THE PUBLIC BY PERFORMANCES WHICH MAY BE INFINITELY

REPEATED AND THE COMMERCIAL EXPLOITATION OF WHICH COMES UNDER THE
MOVEMENT OF SERVICES , NO MATTER WHETHER THE MEANS WHEREBY IT IS SHOWN TO
THE PUBLIC BE THE CINEMA OR TELEVISION .

12 IN THE SAME JUDGMENT THE COURT FURTHER HELD THAT THE RIGHT OF THE OWNER OF
THE COPYRIGHT IN A FILM AND HIS ASSIGNS TO REQUIRE FEES FOR ANY SHOWING OF THAT
FILM IS PART OF THE ESSENTIAL FUNCTION OF COPYRIGHT .

13 THE DISTINCTION , IMPLICIT IN ARTICLE 36 , BETWEEN THE EXISTENCE OF A RIGHT
CONFERRED BY THE LEGISLATION OF A MEMBER STATE IN REGARD TO THE PROTECTION OF
ARTISTIC AND INTELLECTUAL PROPERTY , WHICH CANNOT BE AFFECTED
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BY THE PROVISIONS OF THE TREATY , AND THE EXERCISE OF SUCH RIGHT , WHICH MIGHT
CONSTITUTE A DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER STATES , ALSO
APPLIES WHERE THAT RIGHT IS EXERCISED IN THE CONTEXT OF THE MOVEMENT OF
SERVICES.

14 JUST AS IT IS CONCEIVABLE THAT CERTAIN ASPECTS OF THE MANNER IN WHICH THE
RIGHT IS EXERCISED MAY PROVE TO BE INCOMPATIBLE WITH ARTICLES 59 AND 60 IT IS
EQUALLY CONCEIVABLE THAT SOME ASPECTS MAY PROVE TO BE INCOMPATIBLE WITH
ARTICLE 85 WHERE THEY SERVE TO GIVE EFFECT TO AN AGREEMENT , DECISION OR
CONCERTED PRACTICE WHICH MAY HAVE AS ITS OBJECT OR EFFECT THE PREVENTION ,
RESTRICTION OR DISTORTION OF COMPETITION WITHIN THE COMMON MARKET.

15 HOWEVER , THE MERE FACT THAT THE OWNER OF THE COPYRIGHT IN A FILM HAS
GRANTED TO A SOLE LICENSEE THE EXCLUSIVE RIGHT TO EXHIBIT THAT FILM IN THE
TERRITORY OF A MEMBER STATE AND , CONSEQUENTLY , TO PROHIBIT , DURING A
SPECIFIED PERIOD , ITS SHOWING BY OTHERS , IS NOT SUFFICIENT TO JUSTIFY THE FINDING
THAT SUCH A CONTRACT MUST BE REGARDED AS THE PURPOSE , THE MEANS OR THE
RESULT OF AN AGREEMENT , DECISION OR CONCERTED PRACTICE PROHIBITED BY THE
TREATY.

16 THE CHARACTERISTICS OF THE CINEMATOGRAPHIC INDUSTRY AND OF ITS MARKETS IN
THE COMMUNITY , ESPECIALLY THOSE RELATING TO DUBBING AND SUBTITLING FOR THE
BENEFIT OF DIFFERENT LANGUAGE GROUPS , TO THE POSSIBILITIES OF TELEVISION
BROADCASTS , AND TO THE SYSTEM OF FINANCING CINEMATOGRAPHIC PRODUCTION IN
EUROPE SERVE TO SHOW THAT AN EXCLUSIVE EXHIBITION LICENCE IS NOT , IN ITSELF ,
SUCH AS TO PREVENT , RESTRICT OR DISTORT COMPETITION.

17 ALTHOUGH COPYRIGHT IN A FILM AND THE RIGHT DERIVING FROM IT , NAMELY THAT OF
EXHIBITING THE FILM , ARE NOT , THEREFORE , AS SUCH SUBJECT TO THE PROHIBITIONS
CONTAINED IN ARTICLE 85 , THE EXERCISE OF THOSE RIGHTS MAY , NONE THE LESS , COME
WITHIN THE SAID PROHIBITIONS WHERE THERE ARE ECONOMIC OR LEGAL CIRCUMSTANCES
THE EFFECT OF WHICH IS TO RESTRICT FILM DISTRIBUTION TO AN APPRECIABLE DEGREE OR
TO DISTORT COMPETITION ON THE CINEMATOGRAPHIC MARKET , REGARD BEING HAD TO
THE SPECIFIC CHARACTERISTICS OF THAT MARKET.

18 SINCE NEITHER THE QUESTION REFERRED TO THE COURT NOR THE FILE ON THE CASE
PROVIDES ANY INFORMATION IN THIS RESPECT , IT IS FOR THE NATIONAL COURT TO MAKE
SUCH INQUIRIES AS MAY BE NECESSARY.

19 IT MUST THEREFORE BE STATED THAT IT IS FOR NATIONAL COURTS , WHERE
APPROPRIATE , TO MAKE SUCH INQUIRIES AND IN PARTICULAR TO ESTABLISH WHETHER OR
NOT THE EXERCISE OF THE EXCLUSIVE RIGHT TO EXHIBIT A CINEMATOGRAPHIC FILM
CREATES BARRIERS WHICH ARE ARTIFICIAL AND UNJUSTIFIABLE IN TERMS OF THE NEEDS
OF THE CINEMATOGRAPHIC INDUSTRY , OR THE POSSIBILITY OF CHARGING FEES WHICH
EXCEED A FAIR RETURN ON INVESTMENT , OR AN EXCLUSIVITY THE DURATION OF WHICH IS
DISPROPORTIONATE TO THOSE REQUIREMENTS , AND WHETHER OR NOT , FROM A GENERAL
POINT OF VIEW , SUCH EXERCISE WITHIN A GIVEN GEOGRAPHIC AREA IS SUCH AS TO
PREVENT , RESTRICT OR DISTORT COMPETITION WITHIN THE COMMON MARKET.

20 ACCORDINGLY , THE ANSWER TO BE GIVEN TO THE QUESTION REFERRED TO THE COURT
MUST BE THAT A CONTRACT WHEREBY THE OWNER OF THE COPYRIGHT IN A
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FILM GRANTS AN EXCLUSIVE RIGHT TO EXHIBIT THAT FILM FOR A SPECIFIC PERIOD IN THE
TERRITORY OF A MEMBER STATE IS NOT , AS SUCH , SUBJECT TO THE PROHIBITIONS
CONTAINED IN ARTICLE 85 OF THE TREATY. IT IS , HOWEVER , WHERE APPROPRIATE , FOR
THE NATIONAL COURT TO ASCERTAIN WHETHER , IN A GIVEN CASE , THE MANNER IN
WHICH THE EXCLUSIVE RIGHT CONFERRED BY THAT CONTRACT IS EXERCISED IS SUBJECT
TO A SITUATION IN THE ECONOMIC OR LEGAL SPHERE THE OBJECT OR EFFECT OF WHICH IS
TO PREVENT OR RESTRICT THE DISTRIBUTION OF FILMS OR TO DISTORT COMPETITION
WITHIN THE CINEMATOGRAPHIC MARKET , REGARD BEING HAD TO THE SPECIFIC
CHARACTERISTICS OF THAT MARKET.

COSTS

21 THE COSTS INCURRED BY THE UNITED KINGDOM , THE GOVERNMENT OF THE FRENCH
REPUBLIC , THE GOVERNMENT OF THE KINGDOM OF THE NETHERLANDS AND THE
COMMISSION OF THE EUROPEAN COMMUNITIES , WHICH HAVE SUBMITTED OBSERVATIONS
TO THE COURT , ARE NOT RECOVERABLE. AS THESE PROCEEDINGS ARE , IN SO FAR AS THE
PARTIES TO THE MAIN ACTION ARE CONCERNED , IN THE NATURE OF A STEP IN THE ACTION
PENDING BEFORE THE NATIONAL COURT , COSTS ARE A MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE BELGIAN COUR DE CASSATION , BY
ORDER OF 3 SEPTEMBER 1981 , HEREBY RULES :

A CONTRACT WHEREBY THE OWNER OF THE COPYRIGHT FOR A FILM GRANTS AN
EXCLUSIVE RIGHT TO EXHIBIT THAT FILM FOR A SPECIFIC PERIOD IN THE TERRITORY OF A
MEMBER STATE IS NOT , AS SUCH , SUBJECT TO THE PROHIBITIONS CONTAINED IN ARTICLE
85 OF THE TREATY. IT IS , HOWEVER , WHERE APPROPRIATE , FOR THE NATIONAL COURT TO
ASCERTAIN WHETHER , IN A GIVEN CASE , THE MANNER IN WHICH THE EXCLUSIVE RIGHT
CONFERRED BY THAT CONTRACT IS EXERCISED IS SUBJECT TO A SITUATION IN THE
ECONOMIC OR LEGAL SPHERE THE OBJECT OR EFFECT OF WHICH IS TO PREVENT OR
RESTRICT THE DISTRIBUTION OF FILMS OR TO DISTORT COMPETITION ON THE
CINEMATOGRAPHIC MARKET , REGARD BEING HAD TO THE SPECIFIC CHARACTERISTICS OF
THAT MARKET.
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Judgment of the Court
of 9 February 1982

Polydor Limited and RSO Records Inc. v Harlequin Records Shops Limited and Simons Records
Limited.

Reference for a preliminary ruling: Court of Appeal (England) - United Kingdom.
Free movement of gramophone records - Copyrights.

Case 270/80.

1 . INTERNATIONAL AGREEMENTS - AGREEMENT BETWEEN THE EEC AND THE PORTUGUESE
REPUBLIC - DIFFERENT PURPOSE FROM THAT OF THE EEC TREATY - PROVISIONS OF THE
TREATY GOVERNING THE RELATIONSHIP BETWEEN INDUSTRIAL AND COMMERCIAL
PROPERTY RIGHTS AND THE FREE MOVEMENT OF GOODS - INTERPRETATION GIVEN BY THE
COURT - TRANSPOSITION TO THE PROVISIONS OF THE AGREEMENT - NOT POSSIBLE

(EEC TREATY , ARTS 30 AND 36 ; AGREEMENT BETWEEN THE EEC AND PORTUGAL OF 22
JULY 1972 , ARTS 14 (2 ) AND 23 )

2 . INTERNATIONAL AGREEMENTS - AGREEMENT BETWEEN THE EEC AND THE PORTUGUESE
REPUBLIC - RESTRICTIONS ON TRADE JUSTIFIED ON THE GROUND OF THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY - COPYRIGHT - ATTEMPT BY THE COPYRIGHT
OWNER TO RESTRAIN THE IMPORTATION INTO A MEMBER STATE OF PROTECTED PRODUCTS
PLACED ON THE MARKET IN PORTUGAL BY THE OWNER ' S LICENSEE - PERMISSIBLE

(AGREEMENT BETWEEN THE EEC AND PORTUGAL OF 22 JULY 1972 , ARTS 14 (2 ) AND 23 )

1 . THE SIMILARITY BETWEEN THE TERMS USED IN ARTICLES 30 AND 36 OF THE EEC TREATY
, ON THE ONE HAND , AND ARTICLES 14 (2 ) AND 23 OF THE AGREEMENT BETWEEN THE EEC
AND THE PORTUGUESE REPUBLIC , ON THE OTHER , IS NOT A SUFFICIENT REASON FOR
TRANSPOSING TO THE PROVISIONS OF THE AGREEMENT THE CASE-LAW OF THE COURT
WHICH DETERMINES IN THE CONTEXT OF THE COMMUNITY THE RELATIONSHIP BETWEEN
THE PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY RIGHTS AND THE RULES ON
THE FREE MOVEMENT OF GOODS .

ALTHOUGH IT MAKES PROVISION FOR THE UNCONDITIONAL ABOLITION OF CERTAIN
RESTRICTIONS ON TRADE BETWEEN THE COMMUNITY AND PORTUGAL , SUCH AS
QUANTITATIVE RESTRICTIONS AND MEASURES HAVING EQUIVALENT EFFECT , THE
AGREEMENT DOES NOT HAVE THE SAME PURPOSE AS THE EEC TREATY , INASMUCH AS THE
LATTER SEEKS TO UNITE NATIONAL MARKETS INTO A SINGLE MARKET REPRODUCING AS
CLOSELY AS POSSIBLE THE CONDITIONS OF A DOMESTIC MARKET. IT FOLLOWS THAT IN THE
CONTEXT OF THE AGREEMENT RESTRICTIONS ON TRADE IN GOODS MAY BE CONSIDERED TO
BE JUSTIFIED ON THE GROUND OF THE PROTECTION OF INDUSTRIAL AND COMMERCIAL
PROPERTY IN A SITUATION IN WHICH THEIR JUSTIFICATION WOULD NOT BE POSSIBLE
WITHIN THE COMMUNITY.

2 . THE ENFORCEMENT BY THE PROPRIETOR OR BY PERSONS ENTITLED UNDER HIM OF
COPYRIGHTS PROTECTED BY THE LAW OF A MEMBER STATE AGAINST THE IMPORTATION
AND MARKETING OF GRAMOPHONE RECORDS LAWFULLY MANUFACTURED AND PLACED ON
THE MARKET IN THE PORTUGUESE REPUBLIC BY LICENSEES OF THE PROPRIETOR IS
JUSTIFIED ON THE GROUND OF THE PROTECTION OF INDUSTRIAL AND COMMERCIAL
PROPERTY WITHIN THE MEANING OF ARTICLE 23 OF THE AGREEMENT BETWEEN THE EEC
AND THE PORTUGUESE REPUBLIC AND THEREFORE DOES NOT CONSTITUTE A RESTRICTION
ON TRADE SUCH AS IS PROHIBITED BY ARTICLE 14 (2 ) OF THE AGREEMENT. SUCH
ENFORCEMENT DOES NOT CONSTITUTE A MEANS OF ARBITRARY DISCRIMINATION OR A
DISGUISED RESTRICTION ON TRADE BETWEEN THE COMMUNITY AND PORTUGAL WITHIN
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THE MEANING OF THE SAID ARTICLE 23.

IN CASE 270/80

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE COURT OF
APPEAL OF ENGLAND AND WALES FOR A PRELIMINARY RULING IN THE CASE PENDING
BEFORE THAT COURT BETWEEN

POLYDOR LIMITED AND RSO RECORDS INC.

AND

HARLEQUIN RECORD SHOPS LIMITED AND SIMONS RECORDS LIMITED ,

ON THE INTERPRETATION OF ARTICLES 14 AND 23 OF THE AGREEMENT CONCLUDED ON 22
JULY 1972 BETWEEN THE EUROPEAN ECONOMIC COMMUNITY AND THE PORTUGUESE
REPUBLIC (OFFICIAL JOURNAL , ENGLISH SPECIAL EDITION 1972 (31 DECEMBER ) (L 301 ), P.
167 ),

1 BY ORDER OF 15 MAY 1980 , WHICH WAS RECEIVED AT THE COURT ON 8 DECEMBER 1980 ,
THE COURT OF APPEAL OF ENGLAND AND WALES REFERRED TO THE COURT FOR A
PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY FOUR QUESTIONS ON THE
INTERPRETATION OF ARTICLES 14 (2 ) AND 23 OF THE AGREEMENT BETWEEN THE EUROPEAN
ECONOMIC COMMUNITY AND THE PORTUGUESE REPUBLIC , WHICH WAS SIGNED IN
BRUSSELS ON 22 JULY 1972 AND WAS CONCLUDED AND ADOPTED ON BEHALF OF THE
COMMUNITY BY REGULATION (EEC ) NO 2844/72 OF THE COUNCIL OF 19 DECEMBER 1972
(OFFICIAL JOURNAL , ENGLISH SPECIAL EDITION (31 DECEMBER ) (L 301 ), P. 166 ).

2 THE MAIN PROCEEDINGS CONCERN AN ACTION FOR INFRINGEMENT OF COPYRIGHT
BROUGHT AGAINST TWO BRITISH UNDERTAKINGS , HARLEQUIN RECORD SHOPS LIMITED AND
SIMONS RECORDS LIMITED (HEREINAFTER REFERRED TO AS ' ' HARLEQUIN ' ' AND ' ' SIMONS
' ' RESPECTIVELY ), SPECIALIZING IN THE IMPORTATION AND SALE OF GRAMOPHONE
RECORDS , WHICH IMPORTED FROM PORTUGAL AND PUT ON SALE IN THE UNITED KINGDOM
RECORDS FEATURING THE POPULAR MUSIC OF THE GROUP KNOWN AS ' ' THE BEE GEES ' ' ,
WITHOUT OBTAINING THE CONSENT OF THE PROPRIETOR OF THE COPYRIGHTS OR OF HIS
EXCLUSIVE LICENSEE IN THE UNITED KINGDOM.

3 THE PROPRIETOR OF THE COPYRIGHTS IN THE SOUND RECORDINGS IN QUESTION , RSO
RECORDS INC. (HEREINAFTER REFERRED TO AS ' ' RSO ' ' ), GRANTED TO AN AFFILIATED
COMPANY , POLYDOR LIMITED (HEREINAFTER REFERRED TO AS ' ' POLYDOR ' ' ), AN
EXCLUSIVE LICENCE TO MANUFACTURE AND DISTRIBUTE GRAMOPHONE RECORDS AND
CASSETTES REPRODUCING THOSE RECORDINGS IN THE UNITED KINGDOM. RECORDS AND
CASSETTES REPRODUCING THE SAME RECORDINGS WERE MANUFACTURED AND MARKETED
IN PORTUGAL BY TWO COMPANIES INCORPORATED UNDER PORTUGUESE LAW , WHICH
WERE LICENSEES OF RSO IN PORTUGAL. SIMONS PURCHASED RECORDS CONTAINING THOSE
RECORDINGS IN PORTUGAL IN ORDER TO IMPORT THEM INTO THE UNITED KINGDOM WITH A
VIEW TO THEIR SALE. HARLEQUIN PURCHASED A NUMBER OF THOSE RECORDS FROM
SIMONS FOR THE PURPOSE OF RETAIL SALE.

4 THE COURT OF APPEAL ESTABLISHED THAT UNDER ENGLISH LAW HARLEQUIN AND
SIMONS HAD THEREBY INFRINGED SECTION 16 (2 ) OF THE COPYRIGHT ACT , 1956 . THAT
PROVISION PROVIDES THAT A COPYRIGHT IS INFRINGED BY ANY PERSON WHO , WITHOUT
THE LICENCE OF THE OWNER OF THE COPYRIGHT , IMPORTS AN ARTICLE INTO THE UNITED
KINGDOM , IF TO HIS KNOWLEDGE THE MAKING OF THAT ARTICLE
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CONSTITUTED AN INFRINGEMENT OF THAT COPYRIGHT , OR WOULD HAVE CONSTITUTED
SUCH AN INFRINGEMENT IF THE ARTICLE HAD BEEN MADE IN THE PLACE INTO WHICH IT IS
SO IMPORTED.

5 HARLEQUIN AND SIMONS MAINTAINED , HOWEVER , THAT THE PROPRIETOR OF A
COPYRIGHT MIGHT NOT RELY UPON THAT RIGHT IN ORDER TO RESTRAIN THE IMPORTATION
OF A PRODUCT INTO A MEMBER STATE OF THE COMMUNITY , IF THAT PRODUCT HAD BEEN
LAWFULLY PLACED ON THE MARKET IN PORTUGAL BY HIM OR WITH HIS CONSENT. IN
SUPPORT OF THAT SUBMISSION THE COMPANIES RELIED UPON ARTICLES 14 (2 ) AND 23 OF
THE AGREEMENT BETWEEN THE EUROPEAN ECONOMIC COMMUNITY AND THE PORTUGUESE
REPUBLIC OF 1972 (HEREINAFTER REFERRED TO AS ' ' THE AGREEMENT ' ' ), CLAIMING THAT
THOSE PROVISIONS WERE BASED ON THE SAME PRINCIPLES AS ARTICLES 30 AND 36 OF THE
EEC TREATY AND ACCORDINGLY HAD TO BE INTERPRETED IN A SIMILAR MANNER.

6 IN ORDER TO ENABLE IT TO ASSESS THAT SUBMISSION ON THE PART OF THE DEFENCE ,
THE COURT OF APPEAL REFERRED TO THE COURT OF JUSTICE FOR A PRELIMINARY RULING
THE FOLLOWING QUESTIONS :

' ' 1 . IS THE ENFORCEMENT BY COMPANY A OF THEIR UNITED KINGDOM COPYRIGHTS
AGAINST A GRAMOPHONE RECORD LAWFULLY MADE AND SOLD IN THE STATE OF
PORTUGAL BY LICENSEES UNDER THE EQUIVALENT PORTUGUESE COPYRIGHTS A MEASURE
HAVING EQUIVALENT EFFECT TO QUANTITATIVE RESTRICTIONS ON IMPORTS WITHIN THE
MEANING OF ARTICLE 14 (2 ) OF THE SAID AGREEMENT DATED 22 JULY 1972 MADE BETWEEN
THE EUROPEAN ECONOMIC COMMUNITY AND THE STATE OF PORTUGAL?

2.IF THE ANSWER TO THE FIRST QUESTION IS AFFIRMATIVE :

(A ) IS SUCH ENFORCEMENT BY COMPANY A JUSTIFIED WITHIN THE MEANING OF ARTICLE 23
OF THE SAID AGREEMENT DATED 22 JULY 1980 FOR THE PROTECTION OF THE SAID UNITED
KINGDOM COPYRIGHTS?

(B)DOES SUCH ENFORCEMENT BY COMPANY A CONSTITUTE A MEANS OF ARBITRARY
DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN THE STATE OF
PORTUGAL AND THE EUROPEAN ECONOMIC COMMUNITY?

3.IS ARTICLE 14 (2 ) OF THE SAID AGREEMENT DATED 22 JULY 1980 DIRECTLY ENFORCEABLE
BY INDIVIDUALS WITHIN THE EUROPEAN ECONOMIC COMMUNITY HAVING REGARD IN
PARTICULAR TO THE SAID EUROPEAN ECONOMIC COMMUNITY COUNCIL REGULATION DATED
19 DECEMBER 1972 GIVING EFFECT TO THE SAID AGREEMENT?

4.CAN AN IMPORTER INTO THE UNITED KINGDOM OF THE GRAMOPHONE RECORDS REFERRED
TO IN QUESTION 1 RELY ON ARTICLE 14 (2 ) OF THE SAID AGREEMENT DATED 22 JULY 1972
AS A DEFENCE WHEN SUED BY COMPANY A FOR INFRINGEMENT OF THEIR SAID COPYRIGHTS
IN THE UNITED KINGDOM?

' '

7 ACCORDING TO THE WELL-ESTABLISHED CASE-LAW OF THE COURT , THE EXERCISE OF AN
INDUSTRIAL AND COMMERCIAL PROPERTY RIGHT BY THE PROPRIETOR THEREOF ,
INCLUDING THE COMMERCIAL EXPLOITATION OF A COPYRIGHT , IN ORDER TO PREVENT THE
IMPORTATION INTO A MEMBER STATE OF A PRODUCT FROM ANOTHER MEMBER STATE , IN
WHICH THAT PRODUCT HAS LAWFULLY BEEN PLACED ON THE MARKET BY THE PROPRIETOR
OR WITH HIS CONSENT , CONSTITUTES A MEASURE HAVING AN EFFECT EQUIVALENT TO A
QUANTITATIVE RESTRICTION FOR THE PURPOSES OF ARTICLE 30 OF THE TREATY
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, WHICH IS NOT JUSTIFIED ON THE GROUND OF THE PROTECTION OF INDUSTRIAL AND
COMMERCIAL PROPERTY WITHIN THE MEANING OF ARTICLE 36 OF THE TREATY

8 THE FIRST TWO QUESTIONS , WHICH MAY BE CONSIDERED TOGETHER , SEEK IN
SUBSTANCE TO DETERMINE WHETHER THE SAME INTERPRETATION MUST BE PLACED ON
ARTICLES 14 (2 ) AND 23 OF THE AGREEMENT. IN ORDER TO REPLY TO THOSE QUESTIONS IT
IS NECESSARY TO ANALYSE THE PROVISIONS IN THE LIGHT OF BOTH THE OBJECT AND
PURPOSE OF THE AGREEMENT AND OF ITS WORDING .

9 BY VIRTUE OF ARTICLE 228 OF THE TREATY THE EFFECT OF THE AGREEMENT IS TO BIND
EQUALLY THE COMMUNITY AND ITS MEMBER STATES. THE RELEVANT PROVISIONS OF THE
AGREEMENT READ AS FOLLOWS :

ARTICLE 14 (2 ). ' ' QUANTITATIVE RESTRICTIONS ON IMPORTS SHALL BE ABOLISHED ON 1
JANUARY 1973 AND ANY MEASURES HAVING AN EFFECT EQUIVALENT TO QUANTITATIVE
RESTRICTIONS ON IMPORTS SHALL BE ABOLISHED NOT LATER THAN 1 JANUARY 1975. ' '

ARTICLE 23. ' ' THE AGREEMENT SHALL NOT PRECLUDE PROHIBITIONS OR RESTRICTIONS ON
IMPORTS... JUSTIFIED ON GROUNDS OF... THE PROTECTION OF INDUSTRIAL AND COMMERCIAL
PROPERTY... SUCH PROHIBITIONS OR RESTRICTIONS MUST NOT , HOWEVER , CONSTITUTE A
MEANS OF ARBITRARY DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN
THE CONTRACTING PARTIES. ' '

10 ACCORDING TO ITS PREAMBLE , THE PURPOSE OF THE AGREEMENT IS TO CONSOLIDATE
AND TO EXTEND THE ECONOMIC RELATIONS EXISTING BETWEEN THE COMMUNITY AND
PORTUGAL AND TO ENSURE , WITH DUE REGARD FOR FAIR CONDITIONS OF COMPETITION ,
THE HARMONIOUS DEVELOPMENT OF THEIR COMMERCE FOR THE PURPOSE OF
CONTRIBUTING TO THE WORK OF CONSTRUCTING EUROPE . TO THAT END THE
CONTRACTING PARTIES DECIDED TO ELIMINATE PROGRESSIVELY THE OBSTACLES TO
SUBSTANTIALLY ALL THEIR TRADE , IN ACCORDANCE WITH THE PROVISIONS OF THE
GENERAL AGREEMENT ON TARIFFS AND TRADE (HEREINAFTER REFERRED TO AS THE ' '
GENERAL AGREEMENT ' ' ) CONCERNING THE ESTABLISHMENT OF FREE-TRADE AREAS.

11 UNDER ARTICLE XXIV (8 ) OF THE GENERAL AGREEMENT A FREE-TRADE AREA IS TO BE
UNDERSTOOD TO MEAN ' ' A GROUP OF TWO OR MORE CUSTOMS TERRITORIES IN WHICH
THE DUTIES AND OTHER RESTRICTIVE REGULATIONS OF COMMERCE . .. ARE ELIMINATED ON
SUBSTANTIALLY ALL THE TRADE BETWEEN THE CONSTITUENT TERRITORIES IN PRODUCTS
ORIGINATING IN SUCH TERRITORIES . ' '

12 IN PURSUANCE OF THE ABOVE-MENTIONED OBJECTIVE THE AGREEMENT SEEKS TO
LIBERALIZE TRADE IN GOODS BETWEEN THE COMMUNITY AND PORTUGAL. ACCORDING TO
ARTICLE 2 THE AGREEMENT IS TO APPLY , SUBJECT TO SPECIAL ARRANGEMENTS PROVIDED
FOR IN RESPECT OF CERTAIN PRODUCTS , TO PRODUCTS ORIGINATING IN THE COMMUNITY
OR IN PORTUGAL WHICH FALL WITHIN CHAPTERS 25 TO 99 OF THE BRUSSELS
NOMENCLATURE.

13 IN THAT CONNECTION ARTICLES 3 TO 7 OF THE AGREEMENT PROVIDE FOR THE
ABOLITION OF CUSTOMS DUTIES AND OF CHARGES HAVING EQUIVALENT EFFECT IN TRADE
BETWEEN THE COMMUNITY AND PORTUGAL. THE SAME PRINCIPLE IS APPLIED BY ARTICLE
14 TO QUANTITATIVE RESTRICTIONS AND MEASURES HAVING EQUIVALENT EFFECT.
THOSE PROVISIONS ARE SUPPLEMENTED IN ARTICLE 21 BY THE PROHIBITION OF FISCAL
MEASURES OR PRACTICES OF A DISCRIMINATORY NATURE AND IN ARTICLE 22 BY THE
ABOLITION OF ALL RESTRICTIONS ON PAYMENTS RELATING TO TRADE
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IN GOODS. MOREOVER , IN ARTICLES 26 AND 28 THE AGREEMENT CONTAINS CERTAIN RULES
ON COMPETITION , PUBLIC AID AND DUMPING. BY VIRTUE OF ARTICLE 32 A JOINT
COMMITTEE IS ESTABLISHED WHICH IS TO BE RESPONSIBLE FOR THE ADMINISTRATION OF
THE AGREEMENT AND TO ENSURE ITS PROPER IMPLEMENTATION.

14 THE PROVISIONS OF THE AGREEMENT ON THE ELIMINATION OF RESTRICTIONS ON TRADE
BETWEEN THE COMMUNITY AND PORTUGAL ARE EXPRESSED IN TERMS WHICH IN SEVERAL
RESPECTS ARE SIMILAR TO THOSE OF THE EEC TREATY ON THE ABOLITION OF
RESTRICTIONS ON INTRA-COMMUNITY TRADE. HARLEQUIN AND SIMONS POINTED OUT IN
PARTICULAR THE SIMILARITY BETWEEN THE TERMS OF ARTICLES 14 (2 ) AND 23 OF THE
AGREEMENT ON THE ONE HAND AND THOSE OF ARTICLES 30 AND 36 OF THE EEC TREATY
ON THE OTHER.

15 HOWEVER , SUCH SIMILARITY OF TERMS IS NOT A SUFFICIENT REASON FOR TRANSPOSING
TO THE PROVISIONS OF THE AGREEMENT THE ABOVE-MENTIONED CASE-LAW , WHICH
DETERMINES IN THE CONTEXT OF THE COMMUNITY THE RELATIONSHIP BETWEEN THE
PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY RIGHTS AND THE RULES ON THE
FREE MOVEMENT OF GOODS.

16 THE SCOPE OF THAT CASE-LAW MUST INDEED BE DETERMINED IN THE LIGHT OF THE
COMMUNITY ' S OBJECTIVES AND ACTIVITIES AS DEFINED BY ARTICLES 2 AND 3 OF THE EEC
TREATY. AS THE COURT HAS HAD OCCASION TO EMPHASIZE IN VARIOUS CONTEXTS , THE
TREATY , BY ESTABLISHING A COMMON MARKET AND PROGRESSIVELY APPROXIMATING THE
ECONOMIC POLICIES OF THE MEMBER STATES , SEEKS TO UNITE NATIONAL MARKETS INTO
A SINGLE MARKET HAVING THE CHARACTERISTICS OF A DOMESTIC MARKET.

17 HAVING REGARD TO THOSE OBJECTIVES , THE COURT , INTER ALIA , IN ITS JUDGMENT OF
22 JUNE 1976 IN CASE 119/75 TERRAPIN (OVERSEAS ) LTD. V TERRANOVA INDUSTRIE C. A.
KAPFERER & CO. (1976 ) ECR 1039 , INTERPRETED ARTICLES 30 AND 36 OF THE TREATY AS
MEANING THAT THE TERRITORIAL PROTECTION AFFORDED BY NATIONAL LAWS TO
INDUSTRIAL AND COMMERCIAL PROPERTY MAY NOT HAVE THE EFFECT OF LEGITIMIZING
THE INSULATION OF NATIONAL MARKETS AND OF LEADING TO AN ARTIFICIAL
PARTITIONING OF THE MARKETS AND THAT CONSEQUENTLY THE PROPRIETOR OF AN
INDUSTRIAL OR COMMERCIAL PROPERTY RIGHT PROTECTED BY THE LAW OF A MEMBER
STATE CANNOT RELY ON THAT LAW TO PREVENT THE IMPORTATION OF A PRODUCT WHICH
HAS LAWFULLY BEEN MARKETED IN ANOTHER MEMBER STATE BY THE PROPRIETOR
HIMSELF OR WITH HIS CONSENT.

18 THE CONSIDERATIONS WHICH LED TO THAT INTERPRETATION OF ARTICLES 30 AND 36 OF
THE TREATY DO NOT APPLY IN THE CONTEXT OF THE RELATIONS BETWEEN THE
COMMUNITY AND PORTUGAL AS DEFINED BY THE AGREEMENT. IT IS APPARENT FROM AN
EXAMINATION OF THE AGREEMENT THAT ALTHOUGH IT MAKES PROVISION FOR THE
UNCONDITIONAL ABOLITION OF CERTAIN RESTRICTIONS ON TRADE BETWEEN THE
COMMUNITY AND PORTUGAL , SUCH AS QUANTITATIVE RESTRICTIONS AND MEASURES
HAVING EQUIVALENT EFFECT , IT DOES NOT HAVE THE SAME PURPOSE AS THE EEC TREATY
, INASMUCH AS THE LATTER , AS HAS BEEN STATED ABOVE , SEEKS TO CREATE A SINGLE
MARKET REPRODUCING AS CLOSELY AS POSSIBLE THE CONDITIONS OF A DOMESTIC
MARKET.

19 IT FOLLOWS THAT IN THE CONTEXT OF THE AGREEMENT RESTRICTIONS ON TRADE IN
GOODS MAY BE CONSIDERED TO BE JUSTIFIED ON THE GROUND OF THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY IN A SITUATION IN WHICH THEIR JUSTIFICATION
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WOULD NOT BE POSSIBLE WITHIN THE COMMUNITY.

20 IN THE PRESENT CASE SUCH A DISTINCTION IS ALL THE MORE NECESSARY INASMUCH AS
THE INSTRUMENTS WHICH THE COMMUNITY HAS AT ITS DISPOSAL IN ORDER TO ACHIEVE
THE UNIFORM APPLICATION OF COMMUNITY LAW AND THE PROGRESSIVE ABOLITION OF
LEGISLATIVE DISPARITIES WITHIN THE COMMON MARKET HAVE NO EQUIVALENT IN THE
CONTEXT OF THE RELATIONS BETWEEN THE COMMUNITY AND PORTUGAL.

21 IT FOLLOWS FROM THE FOREGOING THAT A PROHIBITION ON THE IMPORTATION INTO THE
COMMUNITY OF A PRODUCT ORIGINATING IN PORTUGAL BASED ON THE PROTECTION OF
COPYRIGHT IS JUSTIFIED IN THE FRAMEWORK OF THE FREE-TRADE ARRANGEMENTS
ESTABLISHED BY THE AGREEMENT BY VIRTUE OF THE FIRST SENTENCE OF ARTICLE 23. THE
FINDINGS OF THE NATIONAL COURT DO NOT DISCLOSE ANY FACTOR WHICH WOULD PERMIT
THE CONCLUSION THAT THE ENFORCEMENT OF COPYRIGHT IN A CASE SUCH AS THE
PRESENT CONSTITUTES A MEANS OF ARBITRARY DISCRIMINATION OR A DISGUISED
RESTRICTION ON TRADE WITHIN THE MEANING OF THE SECOND SENTENCE OF THAT
ARTICLE.

22 FOR ALL THOSE REASONS THE REPLY WHICH MUST BE GIVEN TO THE FIRST TWO
QUESTIONS IS THAT THE ENFORCEMENT BY THE PROPRIETOR OR BY PERSONS ENTITLED
UNDER HIM OF COPYRIGHTS PROTECTED BY THE LAW OF A MEMBER STATE AGAINST THE
IMPORTATION AND MARKETING OF GRAMOPHONE RECORDS LAWFULLY MANUFACTURED
AND PLACED ON THE MARKET IN THE PORTUGUESE REPUBLIC BY LICENSEES OF THE
PROPRIETOR IS JUSTIFIED ON THE GROUND OF THE PROTECTION OF INDUSTRIAL AND
COMMERCIAL PROPERTY WITHIN THE MEANING OF ARTICLE 23 OF THE AGREEMENT AND
THEREFORE DOES NOT CONSTITUTE A RESTRICTION ON TRADE BETWEEN THE COMMUNITY
AND PORTUGAL SUCH AS IS PROHIBITED BY ARTICLE 14 (2 ) OF THE AGREEMENT. SUCH
ENFORCEMENT DOES NOT CONSTITUTE A MEANS OF ARBITRARY DISCRIMINATION OR A
DISGUISED RESTRICTION ON TRADE BETWEEN THE COMMUNITY AND PORTUGAL.

23 IN VIEW OF THE REPLIES GIVEN TO THE FIRST TWO QUESTIONS , IT IS UNNECESSARY TO
REPLY TO THE THIRD AND FOURTH QUESTIONS.

COSTS

24 THE COSTS INCURRED BY THE GOVERNMENT OF THE UNITED KINGDOM , THE
GOVERNMENT OF THE FEDERAL REPUBLIC OF GERMANY , THE GOVERNMENT OF THE
KINGDOM OF DENMARK , THE GOVERNMENT OF THE FRENCH REPUBLIC , THE GOVERNMENT
OF THE KINGDOM OF THE NETHERLANDS AND THE COMMISSION OF THE EUROPEAN
COMMUNITIES , WHICH HAVE SUBMITTED OBSERVATIONS TO THE COURT , ARE NOT
RECOVERABLE. AS THESE PROCEEDINGS ARE , IN SO FAR AS THE PARTIES TO THE MAIN
ACTION ARE CONCERNED , IN THE NATURE OF A STEP IN THE ACTION PENDING BEFORE THE
NATIONAL COURT , THE DECISION ON COSTS IS A MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT ,

IN ANSWER TO THE QUESTIONS SUBMITTED TO IT BY THE COURT OF APPEAL BY ORDER OF
15 MAY 1980 , HEREBY RULES :

THE ENFORCEMENT BY THE PROPRIETOR OR BY PERSONS ENTITLED UNDER HIM OF
COPYRIGHTS PROTECTED BY THE LAW OF A MEMBER STATE AGAINST THE IMPORTATION
AND MARKETING OF GRAMOPHONE RECORDS LAWFULLY MANUFACTURED AND PLACED
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ON THE MARKET IN THE PORTUGUESE REPUBLIC BY LICENSEES OF THE PROPRIETOR IS
JUSTIFIED ON THE GROUND OF THE PROTECTION OF INDUSTRIAL AND COMMERCIAL
PROPERTY WITHIN THE MEANING OF ARTICLE 23 OF THE AGREEMENT BETWEEN THE
EUROPEAN ECONOMIC COMMUNITY AND THE PORTUGUESE REPUBLIC OF 22 JULY 1972
(OFFICIAL JOURNAL , ENGLISH SPECIAL EDITION 1972 (31 DECEMBER ) (L 301 ), P. 167 ) AND
THEREFORE DOES NOT CONSTITUTE A RESTRICTION ON TRADE SUCH AS IS PROHIBITED BY
ARTICLE 14 (2 ) OF THAT AGREEMENT. SUCH ENFORCEMENT DOES NOT CONSTITUTE A
MEANS OF ARBITRARY DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN
THE COMMUNITY AND PORTUGAL WITHIN THE MEANING OF THE SAID ARTICLE 23.
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Judgment of the Court (Second Chamber)
of 22 January 1981

Dansk Supermarked A/S v A/S Imerco.
Reference for a preliminary ruling: Højesteret - Denmark.

Free movement of goods - Copyright, trade marks, unfair competition.
Case 58/80.

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
PROTECTION - LIMITS - EXHAUSTION OF RIGHTS - GOODS COVERED BY A COPYRIGHT OR A
TRADE MARK - LAWFUL MARKETING IN A MEMBER STATE - PROHIBITION OF IMPORTATION
INTO ANOTHER MEMBER STATE - NOT PERMISSIBLE

(EEC TREATY , ARTS 30 AND 36 )

2 . FREE MOVEMENT OF GOODS - QUANTITATIVE RESTRICTIONS - MEASURES HAVING
EQUIVALENT EFFECT - LEGISLATION ON UNFAIR COMPETITION - APPLICATION TO IMPORTED
GOODS - FACT OF IMPORTATION INCAPABLE OF AMOUNTING TO AN ACT OF UNFAIR
COMPETITION

(EEC TREATY , ART. 30 )

3 . FREE MOVEMENT OF GOODS - PROVISIONS OF TREATY - MANDATORY NATURE -
DEROGATIONS AGREED BETWEEN INDIVIDUALS - NOT PERMISSIBLE

1 . IT IS CLEAR FROM ARTICLE 36 OF THE EEC TREATY , IN PARTICULAR THE SECOND
SENTENCE , AS WELL AS FROM THE CONTEXT , THAT WHILST THE TREATY DOES NOT
AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER STATE
IN MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY , YET THE EXERCISE OF THOSE
RIGHTS MAY NONE THE LESS , DEPENDING ON THE CIRCUMSTANCES , BE RESTRICTED BY
THE PROHIBITIONS OF THE TREATY. INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF
THE FUNDAMENTAL PRINCIPLES OF THE COMMON MARKET , ARTICLE 36 IN FACT ADMITS
EXCEPTIONS ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS WHICH
CONSTITUTE THE SPECIFIC SUBJECT-MATTER OF THAT PROPERTY. THE EXCLUSIVE RIGHT
GUARANTEED BY THE LEGISLATION ON INDUSTRIAL AND COMMERCIAL PROPERTY IS
EXHAUSTED WHEN A PRODUCT HAS BEEN LAWFULLY DISTRIBUTED ON THE MARKET IN
ANOTHER MEMBER STATE BY THE ACTUAL PROPRIETOR OF THE RIGHT OR WITH HIS
CONSENT.

HENCE JUDICIAL AUTHORITIES OF A MEMBER STATE MAY NOT PROHIBIT , ON THE BASIS OF
A COPYRIGHT OR OF A TRADE MARK , THE MARKETING ON THE TERRITORY OF THAT STATE
OF A PRODUCT TO WHICH ONE OF THOSE RIGHTS APPLIES IF THAT PRODUCT HAS BEEN
LAWFULLY MARKETED ON THE TERRITORY OF ANOTHER MEMBER STATE BY THE
PROPRIETOR OF SUCH RIGHTS OR WITH HIS CONSENT .

2 . COMMUNITY LAW DOES NOT IN PRINCIPLE HAVE THE EFFECT OF PREVENTING THE
APPLICATION IN A MEMBER STATE TO GOODS IMPORTED FROM OTHER MEMBER STATES OF
THE PROVISIONS ON MARKETING IN FORCE IN THE STATE OF IMPORTATION. IT FOLLOWS
THAT THE MARKETING OF IMPORTED GOODS MAY BE PROHIBITED IF THE CONDITIONS ON
WHICH THEY ARE SOLD CONSTITUTES AN INFRINGEMENT OF THE MARKETING USAGES
CONSIDERED PROPER AND FAIR IN THE MEMBER STATE OF IMPORTATION.

HOWEVER , THE ACTUAL FACT OF THE IMPORTATION OF GOODS WHICH HAVE BEEN
LAWFULLY MARKETED IN ANOTHER MEMBER STATE CANNOT BE CONSIDERED AS AN
IMPROPER OR UNFAIR ACT SINCE THAT DESCRIPTION MAY BE ATTACHED ONLY TO OFFER
OR EXPOSURE FOR SALE ON THE BASIS OF CIRCUMSTANCES DISTINCT FROM THE
IMPORTATION ITSELF.
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3 . IT IS IMPOSSIBLE IN ANY CIRCUMSTANCES FOR AGREEMENTS BETWEEN INDIVIDUALS TO
DEROGATE FROM THE MANDATORY PROVISIONS OF THE TREATY ON THE FREE MOVEMENT
OF GOODS.

IN CASE 58/80

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE HOEJESTERET
(SUPREME COURT OF DENMARK ), FOR A PRELIMINARY RULING IN THE ACTION PENDING
BEFORE THAT COURT BETWEEN

DANSK SUPERMARKED A/S , HAVING ITS REGISTERED OFFICE IN AARHUS ,

AND

A/S IMERCO , HAVING ITS REGISTERED OFFICE IN GLOSTRUP , COPENHAGEN ,

ON THE INTERPRETATION OF ARTICLES 30 AND 85 OF THE EEC TREATY AND OF REGULATION
NO 67/67/EEC OF THE COMMISSION OF 22 MARCH 1967 ON THE APPLICATION OF ARTICLE 85 (3
) OF THE TREATY TO CERTAIN CATEGORIES OF EXCLUSIVE DEALING AGREEMENTS IN
RELATION TO DANISH LEGISLATION ON COPYRIGHT , TRADE MARKS AND UNFAIR
COMPETITION ,

1 BY AN ORDER OF 14 FEBRUARY 1980 , WHICH WAS RECEIVED AT THE COURT ON 18
FEBRUARY 1980 THE HOEJESTERET (SUPREME COURT ) OF DENMARK REFERRED TO THE
COURT FOR A PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY A QUESTION
THE SUBSTANCE OF WHICH CONCERNS THE INTERPRETATION OF ARTICLES 30 AND 36 OF
THE EEC TREATY IN ORDER TO DETERMINE THE APPLICABILITY OF CERTAIN PROVISIONS OF
NATIONAL LAW ON COPYRIGHT , TRADE MARKS AND MARKETING TO GOODS IMPORTED
FROM ANOTHER MEMBER STATE

2 THE FILE SHOWS THAT A/S IMERCO , THE RESPONDENT IN THE MAIN ACTION , A GROUP OF
DANISH HARDWARE MERCHANTS COMMISSIONED IN THE UNITED KINGDOM ON THE
OCCASION OF THE FIFTIETH ANNIVERSARY OF ITS FOUNDATION IN 1978 A CHINA SERVICE
DECORATED WITH PICTURES OF DANISH ROYAL CASTLES AND BEARING ON THE REVERSE
SIDE THE WORDS ' ' IMERCO FIFTIETH ANNIVERSARY ' '. THE SALE OF THAT SERVICE WAS
RESERVED EXCLUSIVELY TO HARDWARE MERCHANTS WHO WERE MEMBERS OF IMERCO. IT
WAS AGREED BETWEEN IMERCO AND THE BRITISH MANUFACTURER THAT THE
SUBSTANDARD PIECES WHICH , OWING TO THE QUALITY STANDARDS APPLIED , AMOUNTED
TO APPROXIMATELY 20% OF THE PRODUCTION , MIGHT BE MARKETED BY THE
MANUFACTURER IN THE UNITED KINGDOM BUT MIGHT NOT IN ANY CIRCUMSTANCES BE
EXPORTED TO DENMARK OR TO OTHER SCANDINAVIAN COUNTRIES.

3 DANSK SUPERMARKED A/S , THE APPELLANT IN THE MAIN ACTION , THE PROPRIETOR OF
SEVERAL SUPERMARKETS , WAS ABLE TO OBTAIN THROUGH DEALERS A NUMBER OF
SERVICES MARKETED IN THE UNITED KINGDOM AND OFFERED THEM FOR SALE IN DENMARK
AT PRICES APPRECIABLY LOWER THAN THOSE OF THE SERVICES SOLD BY IMERCO ' S
MEMBERS. THE FILE DOES NOT ESTABLISH WHETHER THE SERVICES IN QUESTION WERE
SOLD AS SUBSTANDARD IN THE UNITED KINGDOM ; IN ANY CASE THE CUSTOMERS OF
DANSK SUPERMARKED DO NOT APPEAR TO HAVE BEEN NOTIFIED OF THAT FACT.

4 DANSK SUPERMARKED REFUSED TO WITHDRAW THE SERVICES FROM SALE DESPITE THE
PROTESTS OF IMERCO AND THE LATTER THEN INSTITUTED PROCEEDINGS BEFORE THE
BYRET (COURT OF FIRST INSTANCE ) AARHUS AND OBTAINED A PROVISIONAL INJUNCTION
DATED 22 JUNE 1978 PROHIBITING DANSK SUPERMARKED FROM SELLING
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THE SERVICES IN QUESTION.

5 BY A JUDGMENT OF 19 MARCH 1979 THE SOE- OG HANDELSRET I KOEBENHAVN ,
(MARITIME AND COMMERCIAL COURT , COPENHAGEN ) UPHELD THAT INJUNCTION ,
CONSIDERING THAT DANSK SUPERMARKED ' S ACTIONS WERE IN BREACH OF APPROVED
COMMERCIAL USAGE AND INFRINGED ARTICLES 1 AND 5 OF LAW NO 297 OF 14 JUNE 1974 ON
MARKETING (LOV OM MARKEDSFOERING ). THE COURT DID NOT CONSIDER IT NECESSARY
TO DECIDE WHETHER THERE HAD BEEN ANY INFRINGEMENT OF THE NATIONAL PROVISIONS
ON COPYRIGHT AND TRADE MARKS AS WAS FURTHER CONTENDED BY IMERCO. WITH
REGARD TO THE PROVISIONS OF COMMUNITY LAW , NAMELY ARTICLES 30 AND 85 OF THE
EEC TREATY AND REGULATION (EEC ) NO 67/67 OF THE COMMISSION OF 22 MARCH 1967
(OFFICIAL JOURNAL , ENGLISH SPECIAL EDITION 1967 , P. 10 ), UPON WHICH DANSK
SUPERMARKED RELIED IN ITS DEFENCE , THE COURT DID NOT TAKE THEM INTO
CONSIDERATION SINCE IT TOOK THE VIEW THAT THE INJUNCTION AGAINST DANSK
SUPERMARKED WAS NOT OF SUCH A NATURE AS TO CONSTITUTE AN OBSTACLE TO THE
FREE MOVEMENT OF GOODS BETWEEN MEMBER STATES OF THE COMMUNITY.

6 DANSK SUPERMARKED APPEALED AGAINST THAT JUDGMENT TO THE HOEJESTERET
CLAIMING THAT THE SAID PROVISIONS OF COMMUNITY LAW PRECLUDED THE APPLICATION
OF THE DANISH LAW ON MARKETING UNDER WHICH THE SOE- OG HANDELSRET HAD
PROHIBITED THE MARKETING OF THE SERVICES IN QUESTION . IN ORDER TO SETTLE THIS
POINT THE HOEJESTERET SUBMITTED THE FOLLOWING QUESTION TO THE COURT OF JUSTICE
:

' ' DO THE PROVISIONS OF THE EEC TREATY OR MEASURES IN IMPLEMENTATION THEREOF
PRECLUDE THE APPLICATION TO THE CASE OF THE DANISH LAWS ON COPYRIGHT , TRADE
MARKS AND MARKETING?

' '

7 THE FILE SHOWS THAT THE HOEJESTERET WISHES TO ESTABLISH BY MEANS OF THAT
QUESTION WHETHER AND ON WHAT CONDITIONS THE PROVISIONS OF THE EEC TREATY MAY
PRECLUDE THE APPLICATION OF PROVISIONS OF NATIONAL LAW CONCERNING ON THE ONE
HAND COPYRIGHT AND TRADE-MARKS AND ON THE OTHER THOSE ON MARKETING WHICH
ARE CONTAINED IN THE ABOVE-MENTIONED LAW NO 297 OF 14 JUNE 1974.

8 THE PROVISIONS OF THE TREATY TO WHICH THAT QUESTION RELATES ARE ARTICLE 30 ON
THE ELIMINATION OF QUANTITATIVE RESTRICTIONS ON IMPORTS AND MEASURES HAVING
EQUIVALENT EFFECT AND ARTICLE 36 IN SO FAR AS IT CONCERNS RIGHTS TO THE
PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY . ON THE OTHER HAND THE FILE
SHOWS THAT THE PROVISIONS OF COMMUNITY LAW RELATING TO COMPETITION , NAMELY
ARTICLE 85 OF THE EEC TREATY AND REGULATION NO 67/67 UPON WHICH DANSK
SUPERMARKED RELIES , ARE IRRELEVANT TO THE MAIN ACTION ; IT IS ACCORDINGLY
UNNECESSARY TO TAKE THEM INTO CONSIDERATION IN REPLYING TO THE QUESTION
SUBMITTED.

9 THAT QUESTION MUST BE UNDERSTOOD AS ASKING WHETHER GOODS WHICH HAVE BEEN
LAWFULLY MARKETED IN ONE MEMBER STATE WITH THE CONSENT OF THE UNDERTAKING
WHICH IS ENTITLED TO SELL THEM MAY BE PROHIBITED , UNDER AN AGREEMENT
CONCLUDED BETWEEN THAT UNDERTAKING AND THE MANUFACTURER , FROM BEING
MARKETED IN ANOTHER MEMBER STATE EITHER ON THE BASIS OF NATIONAL PROVISIONS
ON THE PROTECTION OF COPYRIGHT OR TRADE MARKS OR UNDER LEGISLATION ON
MARKETING.
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THE LEGISLATION ON THE PROTECTION OF COPYRIGHT AND TRADE MARKS

10 THE NATIONAL PROVISIONS ON THE PROTECTION OF COPYRIGHT AND TRADE MARKS
HAVE BEEN RELIED UPON BY IMERCO ON THE BASIS ON THE ONE HAND OF THE CREATIVE
WORK ENTAILED BY THE DESIGN AND PRODUCTION OF THE SERVICE AND ON THE OTHER OF
THE AFFIXING OF ITS NAME TO THAT SERVICE.

11 IN THIS MATTER IT IS SUFFICIENT TO REFER TO THE SETTLED CASE-LAW OF THE COURT
AS IT HAS BEEN SET OUT IN PARTICULAR IN THE JUDGMENT OF 22 JUNE 1976 (TERRAPIN
(OVERSEAS ) LTD , CASE 119/75 (1976 ) ECR 1039 ). IT MAY BE RECALLED THAT THE EFFECT
OF THE PROVISIONS OF THE TREATY ON THE FREE MOVEMENT OF GOODS AND IN
PARTICULAR OF ARTICLE 39 , IS TO PROHIBIT BETWEEN MEMBER STATES QUANTITATIVE
RESTRICTIONS ON IMPORTS AND ALL MEASURES HAVING EQUIVALENT EFFECT. HOWEVER ,
ACCORDING TO ARTICLE 36 THAT PROVISION DOES NOT PRECLUDE PROHIBITIONS OR
RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF INDUSTRIAL
AND COMMERCIAL PROPERTY. NEVERTHELESS IT IS CLEAR FROM THAT ARTICLE , IN
PARTICULAR THE SECOND SENTENCE , AS WELL AS FROM THE CONTEXT , THAT WHILST THE
TREATY DOES NOT AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION
OF A MEMBER STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY , YET THE
EXERCISE OF THOSE RIGHTS MAY NONE THE LESS , DEPENDING ON THE CIRCUMSTANCES ,
BE RESTRICTED BY THE PROHIBITIONS OF THE TREATY. INASMUCH AS IT PROVIDES AN
EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES OF THE COMMON MARKET , ARTICLE
36 IN FACT ADMITS EXCEPTIONS TO THE FREE MOVEMENT OF GOODS ONLY TO THE EXTENT
TO WHICH SUCH EXCEPTIONS ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS
WHICH CONSTITUTE THE SPECIFIC SUBJECT-MATTER OF THAT PROPERTY. THE EXCLUSIVE
RIGHT GUARANTEED BY THE LEGISLATION ON INDUSTRIAL AND COMMERCIAL PROPERTY IS
EXHAUSTED WHEN A PRODUCT HAS BEEN LAWFULLY DISTRIBUTED ON THE MARKET IN
ANOTHER MEMBER STATE BY THE ACTUAL PROPRIETOR OF THE RIGHT OR WITH HIS
CONSENT.

12 THE FIRST PART OF THE REPLY TO THE QUESTION SUBMITTED MUST THEREFORE BE THAT
ARTICLES 30 AND 36 OF THE EEC TREATY MUST BE INTERPRETED TO MEAN THAT THE
JUDICIAL AUTHORITIES OF A MEMBER STATE MAY NOT PROHIBIT , ON THE BASIS OF A
COPYRIGHT OR OF A TRADE MARK , THE MARKETING ON THE TERRITORY OF THAT STATE
OF A PRODUCT TO WHICH ONE OF THOSE RIGHTS APPLIES IF THAT PRODUCT HAS BEEN
LAWFULLY MARKETED ON THE TERRITORY OF ANOTHER MEMBER STATE BY THE
PROPRIETOR OF SUCH RIGHTS OR WITH HIS CONSENT.

THE APPLICATION OF THE RULES ON MARKETING

13 THE DANISH LAW OF 14 JUNE 1974 UPON WHICH IMERCO RELIES , REQUIRES
UNDERTAKINGS IN THEIR DEALINGS TO COMPLY WITH THE REQUIREMENTS OF APPROVED
MARKETING USAGE. IT AUTHORIZES THE COMPETENT COURTS TO ISSUE INJUNCTIONS
PROHIBITING ALL ACTS IN BREACH OF THE PROVISIONS OF THE LAW AND PRESCRIBES
PENALTIES FOR BREACH OF SUCH INJUNCTIONS . AS THE DANISH GOVERNMENT HAS
EXPLAINED , THAT LAW IS COMPARABLE IN CERTAIN RESPECTS TO THE LEGISLATION IN
FORCE IN OTHER MEMBER STATES AGAINST UNFAIR COMPETITION , BUT IT HAS IN
ADDITION OTHER OBJECTIVES IN THAT SPHERE , IN PARTICULAR THE PROTECTION OF
CONSUMERS .

14 THE QUESTION SUBMITTED BY THE HOEJESTERET IS INTENDED TO ESTABLISH WHETHER
IT IS POSSIBLE TO CONSIDER AS CONTRARY TO APPROVED MARKETING USAGE THE SALE IN
DENMARK OF GOODS MARKETED IN ANOTHER MEMBER STATE WITH
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THE AGREEMENT OF A DANISH UNDERTAKING BUT SUBJECT TO THE CONDITION THAT THE
GOODS MUST NOT BE EXPORTED TO DENMARK SO AS TO COMPETE THERE WITH GOODS
MARKETED EXCLUSIVELY BY THE UNDERTAKING CONCERNED .

15 IN ORDER TO REPLY TO THAT QUESTION IT MUST FIRST OF ALL BE REMARKED THAT
COMMUNITY LAW DOES NOT IN PRINCIPLE HAVE THE EFFECT OF PREVENTING THE
APPLICATION IN A MEMBER STATE TO GOODS IMPORTED FROM OTHER MEMBER STATES OF
THE PROVISIONS ON MARKETING IN FORCE IN THE STATE OF IMPORTATION. IT FOLLOWS
THAT THE MARKETING OF IMPORTED GOODS MAY BE PROHIBITED IF THE CONDITIONS ON
WHICH THEY ARE SOLD CONSTITUTES AN INFRINGEMENT OF THE MARKETING USAGES
CONSIDERED PROPER AND FAIR IN THE MEMBER STATE OF IMPORTATION.

16 IT MUST NEVERTHELESS BE EMPHASIZED , AS THE COURT OF JUSTICE HAS STRESSED IN
ANOTHER CONTEXT IN ITS JUDGMENT OF 25 NOVEMBER 1971 (BEGUELIN , CASE 22/71 , (1971 )
ECR 949 ), THAT THE ACTUAL FACT OF THE IMPORTATION OF GOODS WHICH HAVE BEEN
LAWFULLY MARKETED IN ANOTHER MEMBER STATE CANNOT BE CONSIDERED AS AN
IMPROPER OR UNFAIR ACT SINCE THAT DESCRIPTION MAY BE ATTACHED ONLY TO OFFER
OR EXPOSURE FOR SALE ON THE BASIS OF CIRCUMSTANCES DISTINCT FROM THE
IMPORTATION ITSELF.

17 IT MUST FURTHERMORE BE REMARKED THAT IT IS IMPOSSIBLE IN ANY CIRCUMSTANCES
FOR AGREEMENTS BETWEEN INDIVIDUALS TO DEROGATE FROM THE MANDATORY
PROVISIONS OF THE TREATY ON THE FREE MOVEMENT OF GOODS. IT FOLLOWS THAT AN
AGREEMENT INVOLVING A PROHIBITION ON THE IMPORTATION INTO A MEMBER STATE OF
GOODS LAWFULLY MARKETED IN ANOTHER MEMBER STATE MAY NOT BE RELIED UPON OR
TAKEN INTO CONSIDERATION IN ORDER TO CLASSIFY THE MARKETING OF SUCH GOODS AS
AN IMPROPER OR UNFAIR COMMERCIAL PRACTICE.

18 THE SECOND PART OF THE REPLY TO THE QUESTION SUBMITTED MUST THUS BE THAT
ARTICLE 30 OF THE TREATY MUST BE INTERPRETED AS MEANING :

THAT THE IMPORTATION INTO A MEMBER STATE OF GOODS LAWFULLY MARKETED IN
ANOTHER MEMBER STATE CANNOT AS SUCH BE CLASSIFIED AS AN IMPROPER OR UNFAIR
COMMERCIAL PRACTICE , WITHOUT PREJUDICE HOWEVER TO THE POSSIBLE APPLICATION OF
LEGISLATION OF THE STATE OF IMPORTATION AGAINST SUCH PRACTICES ON THE GROUND
OF THE CIRCUMSTANCE OR METHODS OF OFFERING SUCH GOODS FOR SALE AS DISTINCT
FROM THE ACTUAL FACT OF IMPORTATION ; AND

THAT AN AGREEMENT BETWEEN INDIVIDUALS INTENDED TO PROHIBIT THE IMPORTATION OF
SUCH GOODS MAY NOT BE RELIED UPON OR TAKEN INTO CONSIDERATION IN ORDER TO
CLASSIFY THE MARKETING OF SUCH GOODS AS AN IMPROPER OR UNFAIR COMMERCIAL
PRACTICE.

19 THE COSTS INCURRED BY THE GOVERNMENT OF THE KINGDOM OF DENMARK AND BY
THE COMMISSION OF THE EUROPEAN COMMUNITIES , WHICH HAVE SUBMITTED
OBSERVATIONS TO THE COURT , ARE NOT RECOVERABLE. AS THESE PROCEEDINGS ARE , IN
SO FAR AS THE PARTIES TO THE MAIN ACTION ARE CONCERNED , IN THE NATURE OF A STEP
IN THE ACTION PENDING BEFORE THE NATIONAL COURT COSTS ARE A MATTER FOR THAT
COURT.

ON THOSE GROUNDS ,

THE COURT (SECOND CHAMBER ),

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE HOEJESTERET BY ORDER OF
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THAT COURT DATED 14 FEBRUARY 1980 ,

HEREBY RULES :

1 . ARTICLES 30 AND 36 OF THE EEC TREATY MUST BE INTERPRETED TO MEAN THAT THE
JUDICIAL AUTHORITIES OF A MEMBER STATE MAY NOT PROHIBIT , ON THE BASIS OF A
COPYRIGHT OR OF A TRADE MARK , THE MARKETING ON THE TERRITORY OF THAT STATE
OF A PRODUCT TO WHICH ONE OF THOSE RIGHTS APPLIES IF THAT PRODUCT HAS BEEN
LAWFULLY MARKETED ON THE TERRITORY OF ANOTHER MEMBER STATE BY THE
PROPRIETOR OF SUCH RIGHTS OR WITH HIS CONSENT .

2.ARTICLE 30 OF THE EEC TREATY MUST BE INTERPRETED AS MEANING :
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Judgment of the Court
of 20 January 1981

Musik-Vertrieb membran GmbH et K-tel International v GEMA - Gesellschaft für musikalische
Aufführungs- und mechanische Vervielfältigungsrechte.

References for a preliminary ruling: Bundesgerichtshof - Germany.
Free movement of gramophone records: copyrights.

Joined cases 55/80 and 57/80.

1 . FREE MOVEMENT OF GOODS - TREATY PROVISIONS - APPLICATION TO SOUND
RECORDINGS INCORPORATING PROTECTED MUSICAL WORKS

(EEC TREATY , ART. 30 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - COPYRIGHT -
APPLICATION OF ARTICLE 36 OF THE TREATY

(EEC TREATY , ART. 36 )

3 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - COPYRIGHT -
PROTECTION - LIMITS - SOUND RECORDINGS MARKETED IN A MEMBER STATE WITH THE
CONSENT OF THE OWNER OF THE COPYRIGHT - IMPORTATION INTO ANOTHER MEMBER
STATE - PREVENTION - NOT PERMISSIBLE

(EEC TREATY , ARTS 30 AND 36 )

4 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - COPYRIGHT -
PROTECTION - LIMITS - SOUND RECORDINGS MARKETED IN A MEMBER STATE WITH THE
CONSENT OF THE OWNER OF THE COPYRIGHT - IMPORTATION INTO ANOTHER MEMBER
STATE - DIFFERENCE BETWEEN THE ROYALTIES PAYABLE IN THE TWO STATES - ADDITIONAL
FEES NOT EXIGIBLE BY A COPYRIGHT MANAGEMENT SOCIETY

(EEC TREATY , ARTS 30 AND 36 )

1 . SOUND RECORDINGS , EVEN IF INCORPORATING PROTECTED MUSICAL WORKS , ARE
PRODUCTS TO WHICH THE SYSTEM OF FREE MOVEMENT OF GOODS PROVIDED FOR BY THE
EEC TREATY APPLIES.

2 . THE EXPRESSION ' ' PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY ' ' ,
OCCURRING IN ARTICLE 36 OF THE EEC TREATY , INCLUDES THE PROTECTION CONFERRED
BY COPYRIGHT , ESPECIALLY WHEN EXPLOITED COMMERCIALLY IN THE FORM OF LICENCES
CAPABLE OF AFFECTING DISTRIBUTION IN THE VARIOUS MEMBER STATES OF GOODS
INCORPORATING THE PROTECTED LITERARY OR ARTISTIC WORK.

3 . THE PROPRIETOR OF AN INDUSTRIAL OR COMMERCIAL PROPERTY RIGHT PROTECTED BY
THE LAW OF A MEMBER STATE CANNOT RELY ON THAT LAW TO PREVENT THE
IMPORTATION OF A PRODUCT WHICH HAS BEEN LAWFULLY MARKETED IN ANOTHER
MEMBER STATE BY THE PROPRIETOR HIMSELF OR WITH HIS CONSENT . THE SAME APPLIES
AS RESPECTS COPYRIGHT , COMMERCIAL EXPLOITATION OF WHICH RAISES THE SAME ISSUES
AS THAT OF ANY OTHER INDUSTRIAL OR COMMERCIAL PROPERTY RIGHT. ACCORDINGLY
NEITHER THE COPYRIGHT OWNER OR HIS LICENSEE , NOR A COPYRIGHT MANAGEMENT
SOCIETY ACTING IN THE OWNER ' S OR LICENSEE ' S NAME , MAY RELY ON THE EXCLUSIVE
EXPLOITATION RIGHT CONFERRED BY COPYRIGHT TO PREVENT OR RESTRICT THE
IMPORTATION OF SOUND RECORDINGS WHICH HAVE BEEN LAWFULLY MARKETED IN
ANOTHER MEMBER STATE BY THE OWNER HIMSELF OR WITH HIS CONSENT.

4 . THE EXISTENCE OF A DISPARITY BETWEEN NATIONAL LAWS WHICH IS CAPABLE OF
DISTORTING COMPETITION BETWEEN MEMBER STATES CANNOT JUSTIFY A MEMBER
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STATE ' S GIVING LEGAL PROTECTION TO PRACTICES OF A PRIVATE BODY WHICH ARE
INCOMPATIBLE WITH THE RULES CONCERNING THE FREE MOVEMENT OF GOODS.

ARTICLES 30 AND 36 OF THE EEC TREATY PRECLUDE THE APPLICATION OF NATIONAL
LEGISLATION UNDER WHICH A COPYRIGHT MANAGEMENT SOCIETY EMPOWERED TO
EXERCISE THE COPYRIGHTS OF COMPOSERS OF MUSICAL WORKS REPRODUCED ON
GRAMOPHONE RECORDS OR OTHER SOUND RECORDINGS IN ANOTHER MEMBER STATE IS
PERMITTED TO INVOKE THOSE RIGHTS WHERE THOSE SOUND RECORDINGS ARE DISTRIBUTED
ON THE NATIONAL MARKET AFTER HAVING BEEN PUT INTO CIRCULATION IN THAT OTHER
MEMBER STATE BY OR WITH THE CONSENT OF THE OWNERS OF THOSE COPYRIGHTS , IN
ORDER TO CLAIM THE PAYMENT OF A FEE EQUAL TO THE ROYALTIES ORDINARILY PAID FOR
MARKETING ON THE NATIONAL MARKET LESS THE LOWER ROYALTIES PAID IN THE MEMBER
STATE OF MANUFACTURE .

IN JOINED CASES 55 AND 57/80

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE
BUNDESGERICHTSHOF (FEDERAL COURT OF JUSTICE ) FOR A PRELIMINARY RULING IN THE
ACTIONS PENDING BEFORE THAT COURT BETWEEN

MUSIK-VERTRIEB MEMBRAN GMBH , HAMBURG (CASE 55/80 ),

K-TEL INTERNATIONAL , FRANKFURT (CASE 57/80 )

AND

GEMA - GESELLSCHAFT FUR MUSIKALISCHE AUFFUHRUNGS- UND MECHANISCHE
VERVIELFALTIGUNGSRECHTE (A GERMAN COPYRIGHT MANAGEMENT SOCIETY ), BERLIN ,

ON THE INTERPRETATION OF ARTICLE 30 ET SEQ. OF THE EEC TREATY ,

1 BY TWO ORDERS DATED 19 DECEMBER 1979 , WHICH WERE RECEIVED AT THE COURT ON
13 FEBRUARY 1980 , THE BUNDESGERICHTSHOF (FEDERAL COURT OF JUSTICE ) REFERRED TO
THE COURT FOR A PRELIMINARY RULING UNDER ARTICLE 177 OF THE EEC TREATY A
QUESTION ON THE INTERPRETATION OF ARTICLE 30 ET SEQ . OF THE TREATY.

2 THAT QUESTION HAS BEEN RAISED IN THE CONTEXT OF TWO DISPUTES BETWEEN GEMA ,
A GERMAN COPYRIGHT MANAGEMENT SOCIETY , AND TWO UNDERTAKINGS WHICH
IMPORTED INTO THE FEDERAL REPUBLIC OF GERMANY SOUND RECORDINGS OF PROTECTED
MUSICAL WORKS. IN CASE 55/80 THE IMPORTS CONSISTED OF GRAMOPHONE RECORDS AND
MUSICAL TAPE CASSETTES FROM VARIOUS COUNTRIES , INCLUDING OTHER MEMBER STATES
OF THE COMMUNITY AND IN CASE 57/80 THE IMPORTATION CONSISTED OF A CONSIGNMENT
OF 100 000 GRAMOPHONE RECORDS FROM THE UNITED KINGDOM. IT IS COMMON GROUND
THAT THE SOUND RECORDINGS FROM OTHER MEMBER STATES HAD BEEN MANUFACTURED
AND MARKETED IN THOSE MEMBER STATES WITH THE CONSENT OF THE OWNER OF THE
COPYRIGHT IN THE MUSICAL WORKS CONCERNED , AND THAT THE REQUISITE LICENCES
HAD BEEN GRANTED BY THOSE OWNERS AND THE APPROPRIATE ROYALTIES HAD BEEN
CALCULATED ONLY ON THE BASIS OF DISTRIBUTION IN THE COUNTRY OF MANUFACTURE.

3 GEMA CONTENDS THAT THE IMPORTATION OF THOSE SOUND RECORDINGS INTO GERMAN
TERRITORY CONSTITUTES AN INFRINGEMENT OF THE COPYRIGHTS WHICH IT IS RESPONSIBLE
FOR PROTECTING IN THE NAME OF THE OWNERS OF THOSE RIGHTS . AS A RESULT IT
CONSIDERS THAT IT IS ENTITLED TO CLAIM PAYMENT OF THE ROYALTIES PAYABLE ON
SOUND RECORDINGS PUT INTO CIRCULATION ON GERMAN TERRITORY LESS THE
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AMOUNT OF THE LOWER ROYALTIES ALREADY PAID IN RESPECT OF DISTRIBUTION IN THE
MEMBER STATE OF MANUFACTURE.

4 THE BUNDESGERICHTSHOF HAS STATED THAT UNDER GERMAN LAW THE FACT THAT THE
COMPOSERS INVOLVED CONSENTED TO THEIR MUSICAL WORKS ' BEING REPRODUCED IN
ANOTHER MEMBER STATE OF THE COMMUNITY AND PUT INTO CIRCULATION ON THE
TERRITORY OF THAT MEMBER STATE IN RETURN FOR A ROYALTY CALCULATED ACCORDING
TO THE NUMBER OF COPIES SOLD AND THE RETAIL SELLING PRICE IN THAT MEMBER STATE
DOES NOT PREVENT THEM FROM CLAIMING , PURSUANT TO THE EXCLUSIVE EXPLOITATION
RIGHT WHICH THEY HOLD ON THE GERMAN MARKET WHEN SOUND RECORDINGS ARE
DISTRIBUTED ON THAT MARKET , THE ROYALTIES ORDINARILY PAID ON THAT MARKET ,
WHICH ARE CALCULATED ACCORDING TO THE NUMBER OF COPIES SOLD AND THE RETAIL
SELLING PRICE PREVAILING ON THE DOMESTIC MARKET , LESS THE ROYALTIES ALREADY
PAID IN RESPECT OF DISTRIBUTION IN THE MEMBER STATE OF MANUFACTURE .

5 HOWEVER , THE NATIONAL COURT QUESTIONS WHETHER SUCH AN EXERCISE OF
COPYRIGHT IS COMPATIBLE WITH THE PROVISIONS OF THE TREATY RELATING TO THE FREE
MOVEMENT OF GOODS. IT HAS BROUGHT THE MATTER BEFORE THE COURT IN ORDER TO
CLARIFY THIS POINT.

6 FROM THE PAPERS PLACED BEFORE THE COURT IT SEEMS THAT IN THE TWO DISPUTES
BEFORE THE GERMAN COURTS GEMA BASED ITS CASE ON ARTICLE 97 OF THE GERMAN LAW
ON COPYRIGHT (URHEBERRECHTSGESETZ ), A PROVISION SETTING FORTH THE VARIOUS
REMEDIES WHICH ARE AVAILABLE TO AN AUTHOR SHOULD HIS COPYRIGHT BE INFRINGED
AND WHICH INCLUDE ACTIONS REQUIRING THE PERSON INFRINGING THE COPYRIGHT TO PUT
AN END TO THE INFRINGEMENT , TO DESIST THEREFROM AND TO PAY DAMAGES.

7 IN THOSE CIRCUMSTANCES THE QUESTION SUBMITTED BY THE NATIONAL COURT IS IN
EFFECT WHETHER ARTICLES 30 AND 36 OF THE TREATY MUST BE INTERPRETED AS
PRECLUDING THE APPLICATION OF NATIONAL LEGISLATION UNDER WHICH A COPYRIGHT
MANAGEMENT SOCIETY EMPOWERED TO EXERCISE THE COPYRIGHTS OF COMPOSERS OF
MUSICAL WORKS REPRODUCED ON GRAMOPHONE RECORDS OR OTHER SOUND RECORDING
IN ANOTHER MEMBER STATE IS PERMITTED TO INVOKE THOSE RIGHTS WHERE SUCH SOUND
RECORDINGS ARE DISTRIBUTED ON THE NATIONAL MARKET AFTER HAVING BEEN PUT INTO
CIRCULATION IN THE MEMBER STATE OF MANUFACTURER BY OR WITH THE CONSENT OF
THE OWNERS OF THOSE COPYRIGHTS IN ORDER TO CLAIM PAYMENT OF A FEE EQUAL TO
THE ROYALTIES ORDINARILY PAID FOR MARKETING ON THE NATIONAL MARKET LESS THE
LOWER ROYALTIES PAID IN THE MEMBER STATE OF MANUFACTURE FOR MARKETING IN
THAT MEMBER STATE ALONE.

8 IT SHOULD FIRST BE EMPHASIZED THAT SOUND RECORDINGS , EVEN IF INCORPORATING
PROTECTED MUSICAL WORKS , ARE PRODUCTS TO WHICH THE SYSTEM OF FREE MOVEMENT
OF GOODS PROVIDED FOR BY THE TREATY APPLIES. IT FOLLOWS THAT NATIONAL
LEGISLATION WHOSE APPLICATION RESULTS IN OBSTRUCTING TRADE IN SOUND
RECORDINGS BETWEEN MEMBER STATES MUST BE REGARDED AS A MEASURE HAVING AN
EFFECT EQUIVALENT TO A QUANTITATIVE RESTRICTION WITHIN THE MEANING OF ARTICLE
30 OF THE TREATY. THAT IS THE CASE WHERE SUCH LEGISLATION PERMITS A COPYRIGHT
MANAGEMENT SOCIETY TO OBJECT TO THE DISTRIBUTION OF SOUND RECORDINGS
ORIGINATING IN ANOTHER MEMBER STATE ON THE BASIS OF THE EXCLUSIVE EXPLOITATION
RIGHT WHICH IT EXERCISES IN THE NAME OF THE COPYRIGHT OWNER.
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9 HOWEVER , ARTICLE 36 OF THE TREATY PROVIDES THAT THE PROVISIONS OF ARTICLE 30
TO 34 SHALL NOT PRECLUDE PROHIBITIONS OR RESTRICTIONS ON IMPORTS JUSTIFIED ON
GROUNDS OF THE PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY. THE LATTER
EXPRESSION INCLUDES THE PROTECTION CONFERRED BY COPYRIGHT , ESPECIALLY WHEN
EXPLOITED COMMERCIALLY IN THE FORM OF LICENCES CAPABLE OF AFFECTING
DISTRIBUTION IN THE VARIOUS MEMBER STATES OF GOODS INCORPORATING THE
PROTECTED LITERARY OR ARTISTIC WORK.

10 IT IS APPARENT FROM THE WELL-ESTABLISHED CASE-LAW OF THE COURT AND MOST
RECENTLY FROM THE JUDGMENT OF 22 JUNE 1976 IN CASE 119/75 TERRAPIN OVERSEAS LTD.
(1976 ) ECR 1039 THAT THE PROPRIETOR OF AN INDUSTRIAL OR COMMERCIAL PROPERTY
RIGHT PROTECTED BY THE LAW OF A MEMBER STATE CANNOT RELY ON THAT LAW TO
PREVENT THE IMPORTATION OF A PRODUCT WHICH HAS BEEN LAWFULLY MARKETED IN
ANOTHER MEMBER STATE BY THE PROPRIETOR HIMSELF OR WITH HIS CONSENT.

11 IN THE PROCEEDINGS BEFORE THE COURT THE FRENCH GOVERNMENT HAS ARGUED THAT
THAT CASE-LAW CANNOT BE APPLIED TO COPYRIGHT , WHICH COMPRISES INTER ALIA THE
RIGHT OF AN AUTHOR TO CLAIM AUTHORSHIP OF THE WORK AND TO OBJECT TO ANY
DISTORTION , MUTILATION OR OTHER ALTERATION THEREOF , OR ANY OTHER ACTION IN
RELATION TO THE SAID WORK WHICH WOULD BE PREJUDICIAL TO HIS HONOUR OR
REPUTATION. IT IS CONTENDED THAT , IN THUS CONFERRING EXTENDED PROTECTION ,
COPYRIGHT IS NOT COMPARABLE TO OTHER INDUSTRIAL AND COMMERCIAL PROPERTY
RIGHTS SUCH AS PATENTS OR TRADE-MARKS .

12 IT IS TRUE THAT COPYRIGHT COMPRISES MORAL RIGHTS OF THE KIND INDICATED BY THE
FRENCH GOVERNMENT. HOWEVER , IT ALSO COMPRISES OTHER RIGHTS , NOTABLY THE
RIGHT TO EXPLOIT COMMERCIALLY THE MARKETING OF THE PROTECTED WORK ,
PARTICULARLY IN THE FORM OF LICENCES GRANTED IN RETURN FOR PAYMENT OF
ROYALTIES. IT IS THIS ECONOMIC ASPECT OF COPYRIGHT WHICH IS THE SUBJECT OF THE
QUESTION SUBMITTED BY THE NATIONAL COURT AND , IN THIS REGARD , IN THE
APPLICATION OF ARTICLE 36 OF THE TREATY THERE IS NO REASON TO MAKE A DISTINCTION
BETWEEN COPYRIGHT AND OTHER INDUSTRIAL AND COMMERCIAL PROPERTY RIGHTS.

13 WHILE THE COMMERCIAL EXPLOITATION OF COPYRIGHT IS A SOURCE OF REMUNERATION
FOR THE OWNER IT ALSO CONSTITUTES A FORM OF CONTROL ON MARKETING EXERCISABLE
BY THE OWNER , THE COPYRIGHT MANAGEMENT SOCIETIES ACTING IN HIS NAME AND THE
GRANTEES OF LICENCES. FROM THIS POINT OF VIEW COMMERCIAL EXPLOITATION OF
COPYRIGHT RAISES THE SAME ISSUES AS THAT OF ANY OTHER INDUSTRIAL OR
COMMERCIAL PROPERTY RIGHT.

14 THE ARGUMENT PUT TO THE COURT BY THE BELGIAN AND ITALIAN GOVERNMENTS THAT
IN THE ABSENCE OF HARMONIZATION IN THIS SECTOR THE PRINCIPLE OF THE
TERRITORIALITY OF COPYRIGHT LAWS ALWAYS PREVAILS OVER THE PRINCIPLE OF
FREEDOM OF MOVEMENT OF GOODS WITHIN THE COMMON MARKET CANNOT BE ACCEPTED.
INDEED , THE ESSENTIAL PURPOSE OF THE TREATY , WHICH IS TO UNITE NATIONAL
MARKETS INTO A SINGLE MARKET , COULD NOT BE ATTAINED IF , UNDER THE VARIOUS
LEGAL SYSTEMS OF THE MEMBER STATES , NATIONALS OF THOSE MEMBER STATES WERE
ABLE TO PARTITION THE MARKET AND BRING ABOUT ARBITRARY DISCRIMINATION OR
DISGUISED RESTRICTIONS ON TRADE BETWEEN MEMBER STATES.

15 IT FOLLOWS FROM THE FOREGOING CONSIDERATIONS THAT NEITHER THE COPYRIGHT
OWNER OR HIS LICENSEE , NOR A COPYRIGHT MANAGEMENT SOCIETY ACTING IN THE
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OWNER ' S OR LICENSEE ' S NAME , MAY RELY ON THE EXCLUSIVE EXPLOITATION RIGHT
CONFERRED BY COPYRIGHT TO PREVENT OR RESTRICT THE IMPORTATION OF SOUND
RECORDINGS WHICH HAVE BEEN LAWFULLY MARKETED IN ANOTHER MEMBER STATE BY
THE OWNER HIMSELF OR WITH HIS CONSENT .

16 GEMA HAS ARGUED THAT SUCH AN INTERPRETATION OF ARTICLES 30 AND 36 OF THE
TREATY IS NOT SUFFICIENT TO RESOLVE THE PROBLEM FACING THE NATIONAL COURT
SINCE GEMA ' S APPLICATION TO THE GERMAN COURTS IS NOT FOR THE PROHIBITION OR
RESTRICTION OF THE MARKETING OF THE GRAMOPHONE RECORDS AND TAPE CASSETTES IN
QUESTION ON GERMAN TERRITORY BUT FOR EQUALITY IN THE ROYALITIES PAID FOR ANY
DISTRIBUTION OF THOSE SOUND RECORDINGS ON THE GERMAN MARKET. THE OWNER OF A
COPYRIGHT IN A RECORDED MUSICAL WORK HAS A LEGITIMATE INTEREST IN RECEIVING
AND RETAINING THE BENEFIT OF HIS INTELLECTUAL OR ARTISTIC EFFORT REGARDLESS OF
THE DEGREE TO WHICH HIS WORK IS DISTRIBUTED AND CONSEQUENTLY IT IS MAINTAINED
THAT HE SHOULD NOT LOSE THE RIGHT TO CLAIM ROYALTIES EQUAL TO THOSE PAID IN
THE COUNTRY IN WHICH THE RECORDED WORK IS MARKETED.

17 IT SHOULD FIRST BE OBSERVED THAT THE QUESTION PUT BY THE NATIONAL COURT IS
CONCERNED WITH THE LEGAL CONSEQUENCES OF INFRINGEMENT OF COPYRIGHT . GEMA
SEEKS DAMAGES FOR THAT INFRINGEMENT PURSUANT TO THE APPLICABLE NATIONAL
LEGISLATION AND IT IS IMMATERIAL WHETHER THE QUANTUM OF DAMAGES WHICH IT
SEEKS IS CALCULATED ACCORDING TO THE DIFFERENCE BETWEEN THE RATE OF ROYALTY
PAYABLE ON DISTRIBUTION IN THE NATIONAL MARKET AND THE RATE OF ROYALTY PAID IN
THE COUNTRY OF MANUFACTURE OR IN ANY OTHER MANNER. ON ANY VIEW ITS CLAIMS
ARE IN FACT FOUNDED ON THE COPYRIGHT OWNER ' S EXCLUSIVE RIGHT OF EXPLOITATION
, WHICH ENABLES HIM TO PROHIBIT OR RESTRICT THE FREE MOVEMENT OF THE PRODUCTS
INCORPORATING THE PROTECTED MUSICAL WORK.

18 IT SHOULD BE OBSERVED NEXT THAT NO PROVISION OF NATIONAL LEGISLATION MAY
PERMIT AN UNDERTAKING WHICH IS RESPONSIBLE FOR THE MANAGEMENT OF COPYRIGHTS
AND HAS A MONOPOLY ON THE TERRITORY OF A MEMBER STATE BY VIRTUE OF THAT
MANAGEMENT TO CHARGE A LEVY ON PRODUCTS IMPORTED FROM ANOTHER MEMBER
STATE WHERE THEY WERE PUT INTO CIRCULATION BY OR WITH THE CONSENT OF THE
COPYRIGHT OWNER AND THEREBY CAUSE THE COMMON MARKET TO BE PARTITIONED. SUCH
A PRACTICE WOULD AMOUNT TO ALLOWING A PRIVATE UNDERTAKING TO IMPOSE A
CHARGE ON THE IMPORTATION OF SOUND RECORDINGS WHICH ARE ALREADY IN FREE
CIRCULATION IN THE COMMON MARKET ON ACCOUNT OF THEIR CROSSING A FRONTIER ; IT
WOULD THEREFORE HAVE THE EFFECT OF ENTRENCHING THE ISOLATION OF NATIONAL
MARKETS WHICH THE TREATY SEEKS TO ABOLISH.

19 IT FOLLOWS FROM THOSE CONSIDERATIONS THAT THIS ARGUMENT MUST BE REJECTED
AS BEING INCOMPATIBLE WITH THE OPERATION OF THE COMMON MARKET AND WITH THE
AIMS OF THE TREATY.

20 GEMA AND THE BELGIAN GOVERNMENT HAVE REPRESENTED TO THE COURT THAT , IN
ANY EVENT , A SYSTEM OF FREE MOVEMENT OF SOUND RECORDINGS MAY NOT BE
PERMITTED AS REGARDS SOUND RECORDINGS MANUFACTURED IN THE UNITED KINGDOM
BECAUSE THE PROVISIONS OF SECTION 8 OF THE UNITED KINGDOM COPYRIGHT ACT 1956
HAVE THE EFFECT OF INSTITUTING A STATUTORY LICENCE IN RETURN FOR PAYMENT OF A
ROYALTY AT A REDUCED RATE AND THE EXTENSION OF SUCH A STATUTORY LICENCE TO
OTHER COUNTRIES IS CONTRARY TO THE PROVISIONS OF THE BERNE CONVENTION FOR THE
PROTECTION OF LITERARY AND ARTISTIC WORKS.
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21 SECTION 8 OF THE COPYRIGHT ACT PROVIDES IN EFFECT THAT THE COPYRIGHT OF A
COMPOSER OF A MUSICAL WORK IS NOT INFRINGED BY THE MANUFACTURE OF A SOUND
RECORDING OF THAT WORK IF THE WORK HAS ALREADY BEEN REPRODUCED IN THE UNITED
KINGDOM ON A SOUND RECORDING FOR THE PURPOSE OF RETAIL SALE BY THE AUTHOR
HIMSELF OR WITH HIS CONSENT AND IF , IN ADDITION , THE MANUFACTURER NOTIFIES THE
COPYRIGHT OWNER OF HIS INTENTION TO MAKE A RECORDING OF THE WORK FOR THE
PURPOSE OF SALE AND PAYS HIM A ROYALTY OF 625% OF THE RETAIL SELLING PRICE OF
THE SOUND RECORDING.

22 IT APPEARS FROM THE PAPERS BEFORE THE COURT THAT THE PRACTICAL RESULT OF
THAT SYSTEM IS THAT THE ROYALTY FOR ANY MANUFACTURE OF A SOUND RECORDING IS
ESTABLISHED AT 625% OF THE RETAIL SELLING PRICE SINCE NO PROSPECTIVE LICENSEE IS
WILLING TO AGREE TO A HIGHER RATE. AS THE RATE OF 625% IS THUS THE RATE WHICH IS
IN FACT AGREED FOR CONTRACTUAL LICENCES , THE UNITED KINGDOM LEGISLATION HAS
THE EFFECT OF PUTTING A CEILING ON THE REMUNERATION OF THE COPYRIGHT HOLDER.

23 WHERE , THEREFORE , A COPYRIGHT MANAGEMENT SOCIETY EXERCISING AN EXCLUSIVE
RIGHT OF EXPLOITATION IN THE NAME OF AN OWNER CLAIMS THE DIFFERENCE BETWEEN
THE RATE OF 625% ALREADY PAID AND THAT CHARGED ON ITS DOMESTIC MARKET , IT IS IN
FACT SEEKING TO NEUTRALIZE THE PRICE DIFFERENCES ARISING FROM THE CONDITIONS
EXISTING IN THE UNITED KINGDOM AND THEREBY ELIMINATE THE ECONOMIC ADVANTAGE
ACCRUING TO THE IMPORTERS OF THE SOUND RECORDINGS FROM THE ESTABLISHMENT OF
THE COMMON MARKET.

24 AS THE COURT HELD IN ANOTHER CONTEXT IN ITS JUDGMENT OF 31 OCTOBER 1974 IN
CASE 15/74 CENTRAFARM BV AND ADRIAAN DE PEIJPER V STERLING DRUG INC. (1974 ) ECR
1147 , THE EXISTENCE OF A DISPARITY BETWEEN NATIONAL LAWS WHICH IS CAPABLE OF
DISTORTING COMPETITION BETWEEN MEMBER STATES CANNOT JUSTIFY A MEMBER STATE '
S GIVING LEGAL PROTECTION TO PRACTICES OF A PRIVATE BODY WHICH ARE
INCOMPATIBLE WITH THE RULES CONCERNING FREE MOVEMENT OF GOODS.

25 IT SHOULD FURTHER BE OBSERVED THAT IN A COMMON MARKET DISTINGUISHED BY
FREE MOVEMENT OF GOODS AND FREEDOM TO PROVIDE SERVICES AN AUTHOR , ACTING
DIRECTLY OR THROUGH HIS PUBLISHER , IS FREE TO CHOOSE THE PLACE , IN ANY OF THE
MEMBER STATES , IN WHICH TO PUT HIS WORK INTO CIRCULATION. HE MAY MAKE THAT
CHOICE ACCORDING TO HIS BEST INTERESTS , WHICH INVOLVE NOT ONLY THE LEVEL OF
REMUNERATION PROVIDED IN THE MEMBER STATE IN QUESTION BUT OTHER FACTORS SUCH
AS , FOR EXAMPLE , THE OPPORTUNITIES FOR DISTRIBUTING HIS WORK AND THE
MARKETING FACILITIES WHICH ARE FURTHER ENHANCED BY VIRTUE OF THE FREE
MOVEMENT OF GOODS WITHIN THE COMMUNITY. IN THOSE CIRCUMSTANCES , A COPYRIGHT
MANAGEMENT SOCIETY MAY NOT BE PERMITTED TO CLAIM , ON THE IMPORTATION OF
SOUND RECORDINGS INTO ANOTHER MEMBER STATE , PAYMENT OF ADDITIONAL FEES
BASED ON THE DIFFERENCE IN THE RATES OF REMUNERATION EXISTING IN THE VARIOUS
MEMBER STATES.

26 IT FOLLOWS FROM THE FOREGOING CONSIDERATIONS THAT THE DISPARITIES WHICH
CONTINUE TO EXIST IN THE ABSENCE OF ANY HARMONIZATION OF NATIONAL RULES ON
THE COMMERCIAL EXPLOITATION OF COPYRIGHTS MAY NOT BE USED TO IMPEDE THE FREE
MOVEMENT OF GOODS IN THE COMMON MARKET.

27 THE ANSWER TO THE QUESTION PUT BY THE BUNDESGERICHTSHOF SHOULD THEREFORE
BE THAT ARTICLES 30 AND 36 OF THE TREATY MUST BE INTERPRETED AS PRECLUDING
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THE APPLICATION OF NATIONAL LEGISLATION UNDER WHICH A COPYRIGHT MANAGEMENT
SOCIETY EMPOWERED TO EXERCISE THE COPYRIGHTS OF COMPOSERS OF MUSICAL WORK
REPRODUCED ON GRAMOPHONE RECORDS OR OTHER SOUND RECORDINGS IN ANOTHER
MEMBER STATE IS PERMITTED TO INVOKE THOSE RIGHTS WHERE THOSE SOUND
RECORDINGS ARE DISTRIBUTED ON THE NATIONAL MARKET AFTER HAVING BEEN PUT INTO
CIRCULATION IN THAT OTHER MEMBER STATE BY OR WITH THE CONSENT OF THE OWNERS
OF THOSE COPYRIGHTS , IN ORDER TO CLAIM PAYMENT OF A FEE EQUAL TO THE
ROYALTIES ORDINARLY PAID FOR MARKETING ON THE NATIONAL MARKET LESS THE LOWER
ROYALTIES PAID IN THE MEMBER STATE OF MANUFACTURE.

THE COSTS INCURRED BY THE BELGIAN GOVERNMENT , THE GOVERNMENT OF THE ITALIAN
REPUBLIC , THE GOVERNMENT OF THE FRENCH REPUBLIC AND THE COMMISSION OF THE
EUROPEAN COMMUNITIES , WHICH HAVE SUBMITTED OBSERVATIONS TO THE COURT , ARE
NOT RECOVERABLE. AS THESE PROCEEDINGS ARE , IN SO FAR AS THE PARTIES TO THE MAIN
ACTIONS ARE CONCERNED , IN THE NATURE OF A STEP IN THE ACTIONS PENDING BEFORE
THE NATIONAL COURT , THE DECISION ON COSTS IS A MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT ,

IN ANSWER TO THE QUESTION SUBMITTED TO IT BY THE BUNDESGERICHTSHOF BY TWO
ORDERS OF 19 DECEMBER 1979 , HEREBY RULES :

ARTICLES 30 AND 36 OF THE TREATY MUST BE INTERPRETED AS PRECLUDING THE
APPLICATION OF NATIONAL LEGISLATION UNDER WHICH A COPYRIGHT MANAGEMENT
SOCIETY EMPOWERED TO EXERCISE THE COPYRIGHTS OF COMPOSERS OF MUSICAL WORKS
REPRODUCED ON GRAMOPHONE RECORDS OR OTHER SOUND RECORDINGS IN ANOTHER
MEMBER STATE IS PERMITTED TO INVOKE THOSE RIGHTS WHERE THOSE SOUND
RECORDINGS ARE DISTRIBUTED ON THE NATIONAL MARKET AFTER HAVING BEEN PUT
INTO CIRCULATION IN THAT OTHER MEMBER STATE BY OR WITH THE CONSENT OF THE
OWNERS OF THOSE COPYRIGHTS , IN ORDER TO CLAIM THE PAYMENT OF A FEE EQUAL TO
THE ROYALTIES ORDINARLY PAID FOR MARKETING ON THE NATIONAL MARKET LESS THE
LOWER ROYALTIES PAID IN THE MEMBER STATE OF MANUFACTURE.
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Judgment of the Court
of 18 March 1980

SA Compagnie générale pour la diffusion de la télévision, Coditel, and others v Ciné Vog Films and
others.

Reference for a preliminary ruling: Cour d'appel de Bruxelles - Belgium.
Provision of services : Cable diffusion of television.

Case 62/79.

1 . FREEDOM TO PROVIDE SERVICES - RESTRICTIONS - APPLICATION OF NATIONAL LAWS ON
THE PROTECTION OF COPYRIGHTS - ASSIGNMENT OF RIGHTS - PERMISSIBLE - CONDITIONS

(EEC TREATY , ART. 59 )

2 . FREEDOM TO PROVIDE SERVICES - RESTRICTIONS - CABLE TELEVISION DIFFUSION IN A
MEMBER STATE OF A FILM SHOWN IN ANOTHER MEMBER STATE WITH THE CONSENT OF THE
OWNER OF THE RIGHT - OBJECTION BY THE ASSIGNEE OF THE PERFORMING RIGHTS IN THE
FIRST STATE - PERMISSIBLE

(EEC TREATY , ART. 59 )

1 . WHILST ARTICLE 59 OF THE EEC TREATY PROHIBITS RESTRICTIONS UPON FREEDOM TO
PROVIDE SERVICES , IT DOES NOT THEREBY ENCOMPASS LIMITS UPON THE EXERCISE OF
CERTAIN ECONOMIC ACTIVITIES WHICH HAVE THEIR ORIGIN IN THE APPLICATION OF
NATIONAL LEGISLATION FOR THE PROTECTION OF INTELLECTUAL PROPERTY , SAVE WHERE
SUCH APPLICATION CONSTITUTES A MEANS OF ARBITRARY DISCRIMINATION OR A
DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER STATES. SUCH WOULD BE THE CASE
IF THAT APPLICATION ENABLED PARTIES TO AN ASSIGNMENT OF COPYRIGHT TO CREATE
ARTIFICIAL BARRIERS TO TRADE BETWEEN MEMBER STATES.

2 . THE PROVISIONS OF THE EEC TREATY RELATING TO THE FREEDOM TO PROVIDE SERVICES
DO NOT PRECLUDE AN ASSIGNEE OF THE PERFORMING RIGHT IN A CINEMATOGRAPHIC FILM
IN A MEMBER STATE FROM RELYING UPON HIS RIGHT TO PROHIBIT THE EXHIBITION OF
THAT FILM IN THAT STATE , WITHOUT HIS AUTHORITY , BY MEANS OF CABLE DIFFUSION IF
THE FILM SO EXHIBITED IS PICKED UP AND TRANSMITTED AFTER BEING BROADCAST IN
ANOTHER MEMBER STATE BY A THIRD PARTY WITH THE CONSENT OF THE ORIGINAL OWNER
OF THE RIGHT.

INDEED , WHILST COPYRIGHT ENTAILS THE RIGHT TO DEMAND FEES FOR ANY EXHIBITION
OF A CINEMATOGRAPHIC FILM , THE RULES OF THE TREATY CANNOT IN PRINCIPLE
CONSTITUTE AN OBSTACLE TO THE GEOGRAPHICAL LIMITS WHICH THE PARTIES TO A
CONTRACT OF ASSIGNMENT HAVE AGREED UPON IN ORDER TO PROTECT THE AUTHOR AND
HIS ASSIGNS IN THIS REGARD. THE MERE FACT THAT THOSE GEOGRAPHICAL LIMITS MAY
COINCIDE WITH NATIONAL FRONTIERS DOES NOT POINT TO A DIFFERENT SOLUTION IN A
SITUATION WHERE TELEVISION IS ORGANIZED IN THE MEMBER STATES LARGELY ON THE
BASIS OF LEGAL BROADCASTING MONOPOLIES , WHICH INDICATES THAT A LIMITATION
OTHER THAN THE GEOGRAPHICAL FIELD OF APPLICATION OF AN ASSIGNMENT IS OFTEN
IMPRACTICABLE.

IN CASE 62/79

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE COUR D '
APPEL (COURT OF APPEAL ), BRUSSELS , SECOND CIVIL CHAMBER , FOR A PRELIMINARY
RULING IN THE ACTION PENDING BEFORE THAT COURT BETWEEN

S.A . COMPAGNIE GENERALE POUR LA DIFFUSION DE LA TELEVISION , CODITEL ,
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BRUSSELS ,

S.A . CODITEL BRABANT , BRUSSELS ,

S.A . COMPAGNIE LIEGEOISE POUR LA DIFFUSION DE LA TELEVISION , CODITEL LIEGE , LIEGE
,

APPELLANTS ,

AND

S.A . CINE VOG FILMS , SCHAERBEEK ,

A.S.B.L . CHAMBRE SYNDICALE BELGE DE LA CINEMATOGRAPHIE , ST.-JOSSE-TEN-NOODE ,

S.A . ' ' LES FILMS LA BOETIE ' ' , PARIS , A COMPANY INCORPORATED UNDER FRENCH LAW ,

CHAMBRE SYNDICALE DES PRODUCTEURS ET EXPORTATEURS DE FILMS FRANCAIS , PARIS ,

RESPONDENTS ,

IN THE PRESENCE OF

INTERMIXT , A PUBLIC UTILITY UNDERTAKING , BRUSSELS ,

UNION PROFESSIONNELLE DE RADIO ET TELEDISTRIBUTION , SCHAERBEEK ,

INTER-REGIES , AN INTERCOMMUNAL CO-OPERATIVE ASSOCIATION , BRUSSELS

INTERVENERS ,

ON THE INTERPRETATION OF ARTICLE 59 OF THE EEC TREATY ,

1 BY A JUDGMENT OF 30 MARCH 1979 , WHICH WAS RECEIVED AT THE COURT ON 17 APRIL
1979 , THE COUR D ' APPEL , BRUSSELS , REFERRED TWO QUESTIONS TO THE COURT UNDER
ARTICLE 177 OF THE EEC TREATY FOR A PRELIMINARY RULING ON THE INTERPRETATION OF
ARTICLE 59 AND OTHER PROVISIONS OF THE TREATY ON FREEDOM TO PROVIDE SERVICES.

2 THOSE QUESTIONS WERE RAISED DURING AN ACTION BROUGHT BY A BELGIAN
CINEMATOGRAPHIC FILM DISTRIBUTION COMPANY , CINE VOG FILMS S.A., THE RESPONDENT
BEFORE THE COUR D ' APPEL , FOR INFRINGEMENT OF COPYRIGHT. THE ACTION IS AGAINST
A FRENCH COMPANY , LES FILMS LA BOETIE , AND THREE BELGIAN CABLE TELEVISION
DIFFUSION COMPANIES , WHICH ARE HEREAFTER REFERRED TO COLLECTIVELY AS THE
CODITEL COMPANIES. COMPENSATION IS SOUGHT FOR THE DAMAGE ALLEGEDLY CAUSED TO
CINE VOG BY THE RECEPTION IN BELGIUM OF A BROADCAST BY GERMAN TELEVISION OF
THE FILM ' ' LE BOUCHER ' ' FOR WHICH CINE VOG OBTAINED EXCLUSIVE DISTRIBUTION
RIGHTS IN BELGIUM FROM LES FILMS LA BOETIE.

3 IT IS APPARENT FROM THE FILE THAT THE CODITEL COMPANIES PROVIDE , WITH THE
AUTHORITY OF THE BELGIAN ADMINISTRATION , A CABLE TELEVISION DIFFUSION SERVICE

COVERING PART OF BELGIUM. TELEVISION SETS BELONGING TO SUBSCRIBERS TO THE
SERVICE ARE LINKED BY CABLE TO A CENTRAL AERIAL HAVING SPECIAL TECHNICAL
FEATURES WHICH ENABLE BELGIAN BROADCASTS TO BE PICKED UP AS WELL AS CERTAIN
FOREIGN BROADCASTS WHICH THE SUBSCRIBER CANNOT ALWAYS RECEIVE WITH A PRIVATE
AERIAL , AND WHICH FURTHERMORE IMPROVE THE QUALITY
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OF THE PICTURES AND SOUND RECEIVED BY THE SUBSCRIBERS.

4 THE COURT BEFORE WHICH THE CLAIM WAS MADE , THE TRIBUNAL DE PREMIERE
INSTANCE , BRUSSELS , DECLARED THAT IT WAS UNFOUNDED AS AGAINST LES FILMS LE
BOETIE , BUT IT ORDERED THE CODITEL COMPANIES TO PAY DAMAGES TO CINE VOG. THE
CODITEL COMPANIES APPEALED AGAINST THAT JUDGMENT . THAT APPEAL WAS DECLARED
INADMISSIBLE BY THE COUR D ' APPEL TO THE EXTENT TO WHICH IT WAS BROUGHT
AGAINST THE COMPANY LES FILMS LA BOETIE , WHICH IS NOT NOW THEREFORE A PARTY
TO THE DISPUTE.

5 THE FACTS OF THE CASE BEARING UPON THE OUTCOME OF THE DISPUTE WERE
SUMMARIZED BY THE COUR D ' APPEL AS FOLLOWS. BY AN AGREEMENT OF 8JULY 1969 LES
FILMS LA BOETIE , ACTING AS THE OWNER OF ALL THE PROPRIETARY RIGHTS IN THE FILM '
' LE BOUCHER ' ' , GAVE CINE VOG THE ' ' EXCLUSIVE RIGHT ' ' TO DISTRIBUTE THE FILM IN
BELGIUM FOR SEVEN YEARS . THE FILM WAS SHOWN IN CINEMAS IN BELGIUM STARTING ON
15 MAY 1970. HOWEVER , ON 5 JANUARY 1971 GERMAN TELEVISION ' S FIRST CHANNEL
BROADCAST A GERMAN VERSION OF THE FILM AND THIS BROADCAST COULD BE PICKED UP
IN BELGIUM. CINE VOG CONSIDERED THAT THE BROADCAST HAD JEOPARDIZED THE
COMMERCIAL FUTURE OF THE FILM IN BELGIUM. IT RELIED UPON THIS GROUND OF
COMPLAINT BOTH AGAINST LES FILMS LA BOETIE , FOR NOT HAVING OBSERVED THE
EXCLUSIVITY OF THE RIGHTS WHICH IT HAD TRANSFERRED TO IT , AND AGAINST THE
CODITEL COMPANIES FOR HAVING RELAYED THE RELEVANT BROADCAST OVER THEIR
CABLE DIFFUSION NETWORKS.

6 THE COUR D ' APPEL FIRST OF ALL EXAMINED THE ACTIVITIES OF THE CABLE TELEVISION
DIFFUSION COMPANIES FROM THE POINT OF VIEW OF COPYRIGHT INFRINGEMENT. IT
CONSIDERED THAT THOSE COMPANIES HAD MADE A ' ' COMMUNICATION TO THE PUBLIC ' '
OF THE FILM WITHIN THE MEANING OF THE PROVISIONS APPLYING IN THIS FIELD AND THAT
, AS REGARDS COPYRIGHT LAW AND SUBJECT TO THE EFFECT THEREON OF COMMUNITY
LAW , THEY THEREFORE NEEDED THE AUTHORIZATION OF CINE VOG TO RELAY THE FILM
OVER THEIR NETWORKS. THE EFFECT OF THIS REASONING BY THE COUR D ' APPEL IS THAT
THE AUTHORIZATION GIVEN BY THE COPYRIGHT OWNER TO GERMAN TELEVISION TO
BROADCAST THE FILM DID NOT INCLUDE AUTHORITY TO RELAY THE FILM OVER CABLE
DIFFUSION NETWORKS OUTSIDE GERMANY , OR AT LEAST THOSE EXISTING IN BELGIUM.

7 THE COUR D ' APPEL THEN WENT ON TO EXAMINE IN THE LIGHT OF COMMUNITY LAW THE
ARGUMENT OF THE CODITEL COMPANIES THAT ANY PROHIBITION ON THE TRANSMISSION OF
FILMS , THE COPYRIGHT IN WHICH HAS BEEN ASSIGNED BY THE PRODUCER TO A
DISTRIBUTION COMPANY COVERING THE WHOLE OF BELGIUM , IS CONTRARY TO THE
PROVISIONS OF THE EEC TREATY , IN PARTICULAR TO ARTICLE 85 AND ARTICLES 59 AND 60.
AFTER REJECTING THE ARGUMENT BASED ON ARTICLE 85 , THE COUR D ' APPEL WONDERED
IF THE ACTION UNDERTAKEN AGAINST THE CABLE TELEVISION DIFFUSION COMPANIES BY
CINE VOG INFRINGED ARTICLE 59 ' ' IN SO FAR AS IT LIMITS THE POSSIBILITY FOR A
TRANSMITTING STATION ESTABLISHED IN A COUNTRY WHICH BORDERS ON BELGIUM , AND
WHICH IS THE COUNTRY OF THE PERSONS FOR WHOM A SERVICE IS INTENDED , FREELY TO
PROVIDE THAT SERVICE ' '.

IN THE OPINION OF THE APPELLANT COMPANIES , ARTICLE 59 MUST BE UNDERSTOOD TO
MEAN THAT IT PROHIBITS RESTRICTIONS ON FREEDOM TO PROVIDE SERVICES AND NOT
MERELY RESTRICTIONS ON THE FREEDOM OF ACTIVITY OF THOSE PROVIDING
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SERVICES , AND THAT IT COVERS ALL CASES WHERE THE PROVISION OF A SERVICE
INVOLVES OR HAS INVOLVED AT AN EARLIER STAGE OR WILL INVOLVE AT A LATER STAGE
THE CROSSING OF INTRA-COMMUNITY FRONTIERS.

8 BELIEVING THAT THAT SUBMISSION BEARS UPON THE INTERPRETATION OF THE TREATY ,
THE COUR D ' APPEL REFERRED TO THE COURT OF JUSTICE THE FOLLOWING TWO
QUESTIONS :

' ' 1 . ARE THE RESTRICTIONS PROHIBITED BY ARTICLE 59 OF THE TREATY ESTABLISHING
THE EUROPEAN ECONOMIC COMMUNITY ONLY THOSE WHICH PREJUDICE THE PROVISION OF
SERVICES BETWEEN NATIONALS ESTABLISHED IN DIFFERENT MEMBER STATES , OR DO THEY
ALSO COMPRISE RESTRICTIONS ON THE PROVISION OF SERVICES BETWEEN NATIONALS
ESTABLISHED IN THE SAME MEMBER STATE WHICH HOWEVER CONCERN SERVICES THE
SUBSTANCE OF WHICH ORIGINATES IN ANOTHER MEMBER STATE?

2 . IF THE FIRST LIMB OF THE PRECEDING QUESTION IS ANSWERED IN THE AFFIRMATIVE , IS
IT IN ACCORDANCE WITH THE PROVISIONS OF THE TREATY ON FREEDOM TO PROVIDE
SERVICES FOR THE ASSIGNEE OF THE PERFORMING RIGHT IN A CINEMATOGRAPHIC FILM IN
ONE MEMBER STATE TO RELY UPON HIS RIGHT IN ORDER TO PREVENT THE DEFENDANT
FROM SHOWING THAT FILM IN THAT STATE BY MEANS OF CABLE TELEVISION WHERE THE
FILM THUS SHOWN IS PICKED UP BY THE DEFENDANT IN THE SAID MEMBER STATE
AFTER HAVING BEEN BROADCAST BY A THIRD PARTY IN ANOTHER MEMBER STATE WITH
THE CONSENT OF THE ORIGINAL OWNER OF THE RIGHT?

' '

9 ACCORDING TO ITS WORDING THE SECOND QUESTION IS ASKED IN CASE THE ANSWER TO
THE FIRST LIMB OF THE FIRST QUESTION SHOULD BE IN THE AFFIRMATIVE ; BUT THE COUR
D ' APPEL EVIDENTLY HAD IN MIND AN ANSWER STATING THAT IN PRINCIPLE ARTICLE 59 ET
SEQ. OF THE TREATY APPLY TO THE PROVISION OF THE SERVICES CONCERNED BECAUSE
ONLY IN THAT CASE CAN THE SECOND QUESTION HAVE ANY MEANING.

10 THE COURT OF JUSTICE WILL FIRST OF ALL EXAMINE THE SECOND QUESTION . IF THE
ANSWER TO THIS QUESTION IS IN THE NEGATIVE BECAUSE THE PRACTICE IT DESCRIBES IS
NOT CONTRARY TO THE PROVISIONS OF THE TREATY ON FREEDOM TO PROVIDE SERVICES -
ON THE ASSUMPTION THAT THOSE PROVISIONS ARE APPLICABLE - THE NATIONAL COURT
WILL HAVE ALL THE INFORMATION NECESSARY FOR IT TO BE ABLE TO RESOLVE THE LEGAL
PROBLEM BEFORE IT IN CONFORMITY WITH COMMUNITY LAW.

11 THE SECOND QUESTION RAISES THE PROBLEM OF WHETHER ARTICLES 59 AND 60 OF THE
TREATY PROHIBIT AN ASSIGNMENT , LIMITED TO THE TERRITORY OF A MEMBER STATE , OF
THE COPYRIGHT IN A FILM , IN VIEW OF THE FACT THAT A SERIES OF SUCH ASSIGNMENTS
MIGHT RESULT IN THE PARTITIONING OF THE COMMON MARKET AS REGARDS THE
UNDERTAKING OF ECONOMIC ACTIVITY IN THE FILM INDUSTRY.

12 A CINEMATOGRAPHIC FILM BELONGS TO THE CATEGORY OF LITERARY AND ARTISTIC
WORKS MADE AVAILABLE TO THE PUBLIC BY PERFORMANCES WHICH MAY BE INFINITELY
REPEATED. IN THIS RESPECT THE PROBLEMS INVOLVED IN THE OBSERVANCE OF COPYRIGHT
IN RELATION TO THE REQUIREMENTS OF THE TREATY ARE NOT THE SAME AS THOSE WHICH
ARISE IN CONNEXION WITH LITERARY AND ARTISTIC WORKS THE PLACING OF WHICH AT
THE DISPOSAL OF THE PUBLIC IS INSEPARABLE FROM THE CIRCULATION OF THE MATERIAL
FORM OF THE WORKS , AS IN THE CASE OF BOOKS OR RECORDS.
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13 IN THESE CIRCUMSTANCES THE OWNER OF THE COPYRIGHT IN A FILM AND HIS ASSIGNS
HAVE A LEGITIMATE INTEREST IN CALCULATING THE FEES DUE IN RESPECT OF THE
AUTHORIZATION TO EXHIBIT THE FILM ON THE BASIS OF THE ACTUAL OR PROBABLE
NUMBER OF PERFORMANCES AND IN AUTHORIZING A TELEVISION BROADCAST OF THE FILM
ONLY AFTER IT HAS BEEN EXHIBITED IN CINEMAS FOR A CERTAIN PERIOD OF TIME. IT
APPEARS FROM THE FILE ON THE PRESENT CASE THAT THE CONTRACT MADE BETWEEN LES
FILMS LA BOETIE AND CINE VOG STIPULATED THAT THE EXCLUSIVE RIGHT WHICH WAS
ASSIGNED INCLUDED THE RIGHT TO EXHIBIT THE FILM ' ' LE BOUCHEUR ' ' PUBLICLY IN
BELGIUM BY WAY OF PROJECTION IN CINEMAS AND ON TELEVISION BUT THAT THE RIGHT
TO HAVE THE FILM DIFFUSED BY BELGIAN TELEVISION COULD NOT BE EXERCISED UNTIL 40
MONTHS AFTER THE FIRST SHOWING OF THE FILM IN BELGIUM .

14 THESE FACTS ARE IMPORTANT IN TWO REGARDS. ON THE ONE HAND , THEY HIGHLIGHT
THE FACT THAT THE RIGHT OF A COPYRIGHT OWNER AND HIS ASSIGNS TO REQUIRE FEES
FOR ANY SHOWING OF A FILM IS PART OF THE ESSENTIAL FUNCTION OF COPYRIGHT IN THIS
TYPE OF LITERARY AND ARTISTIC WORK. ON THE OTHER HAND , THEY DEMONSTRATE THAT
THE EXPLOITATION OF COPYRIGHT IN FILMS AND THE FEES ATTACHING THERETO CANNOT
BE REGULATED WITHOUT REGARD BEING HAD TO THE POSSIBILITY OF TELEVISION
BROADCASTS OF THOSE FILMS . THE QUESTION WHETHER AN ASSIGNMENT OF COPYRIGHT
LIMITED TO THE TERRITORY OF A MEMBER STATE IS CAPABLE OF CONSTITUTING A
RESTRICTION ON FREEDOM TO PROVIDE SERVICES MUST BE EXAMINED IN THIS CONTEXT.

15 WHILST ARTICLE 59 OF THE TREATY PROHIBITS RESTRICTIONS UPON FREEDOM TO
PROVIDE SERVICES , IT DOES NOT THEREBY ENCOMPASS LIMITS UPON THE EXERCISE OF
CERTAIN ECONOMIC ACTIVITIES WHICH HAVE THEIR ORIGIN IN THE APPLICATION OF
NATIONAL LEGISLATION FOR THE PROTECTION OF INTELLECTUAL PROPERTY , SAVE WHERE
SUCH APPLICATION CONSTITUTES A MEANS OF ARBITRARY DISCRIMINATION OR A
DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER STATES. SUCH WOULD BE THE CASE
IF THAT APPLICATION ENABLED PARTIES TO AN ASSIGNMENT OF COPYRIGHT TO CREATE
ARTIFICIAL BARRIERS TO TRADE BETWEEN MEMBER STATES.

16 THE EFFECT OF THIS IS THAT , WHILST COPYRIGHT ENTAILS THE RIGHT TO DEMAND
FEES FOR ANY SHOWING OR PERFORMANCE , THE RULES OF THE TREATY CANNOT IN
PRINCIPLE CONSTITUTE AN OBSTACLE TO THE GEOGRAPHICAL LIMITS WHICH THE PARTIES
TO A CONTRACT OF ASSIGNMENT HAVE AGREED UPON IN ORDER TO PROTECT THE AUTHOR
AND HIS ASSIGNS IN THIS REGARD. THE MERE FACT THAT THOSE GEOGRAPHICAL LIMITS
MAY COINCIDE WITH NATIONAL FRONTIERS DOES NOT POINT TO A DIFFERENT SOLUTION IN
A SITUATION WHERE TELEVISION IS ORGANIZED IN THE MEMBER STATES LARGELY ON THE

BASIS OF LEGAL BROADCASTING MONOPOLIES , WHICH INDICATES THAT A LIMITATION
OTHER THAN THE GEOGRAPHICAL FIELD OF APPLICATION OF AN ASSIGNMENT IS OFTEN
IMPRACTICABLE.

17 THE EXCLUSIVE ASSIGNEE OF THE PERFORMING RIGHT IN A FILM FOR THE WHOLE OF A
MEMBER STATE MAY THEREFORE RELY UPON HIS RIGHT AGAINST CABLE TELEVISION
DIFFUSION COMPANIES WHICH HAVE TRANSMITTED THAT FILM ON THEIR DIFFUSION
NETWORK HAVING RECEIVED IT FROM A TELEVISION BROADCASTING STATION ESTABLISHED
IN ANOTHER MEMBER STATE , WITHOUT THEREBY INFRINGING COMMUNITY LAW.

18 CONSEQUENTLY THE ANSWER TO THE SECOND QUESTION REFERRED TO THE COURT BY
THE COUR D ' APPEL , BRUSSELS , SHOULD BE THAT THE PROVISIONS OF THE
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TREATY RELATING TO THE FREEDOM TO PROVIDE SERVICES DO NOT PRECLUDE AN
ASSIGNEE OF THE PERFORMING RIGHT IN A CINEMATOGRAPHIC FILM IN A MEMBER STATE
FROM RELYING UPON HIS RIGHT TO PROHIBIT THE EXHIBITION OF THAT FILM IN THAT
STATE , WITHOUT HIS AUTHORITY , BY MEANS OF CABLE DIFFUSION IF THE FILM SO
EXHIBITED IS PICKED UP AND TRANSMITTED AFTER BEING BROADCAST IN ANOTHER
MEMBER STATE BY A THIRD PARTY WITH THE CONSENT OF THE ORIGINAL OWNER OF THE
RIGHT.

19 IT IS CLEAR FROM THE ANSWER GIVEN TO THE SECOND QUESTION THAT COMMUNITY
LAW , ON THE ASSUMPTION THAT IT APPLIES TO THE ACTIVITIES OF THE CABLE DIFFUSION
COMPANIES WHICH ARE THE SUBJECT-MATTER OF THE DISPUTE BROUGHT BEFORE THE
NATIONAL COURT , HAS NO EFFECT UPON THE APPLICATION BY THAT COURT OF THE
PROVISIONS OF COPYRIGHT LEGISLATION IN A CASE SUCH AS THIS. THEREFORE THERE IS NO
NEED TO ANSWER THE FIRST QUESTION.

20 THE COSTS INCURRED BY THE GOVERNMENT OF THE FEDERAL REPUBLIC OF GERMANY ,
THE GOVERNMENT OF THE UNITED KINGDOM AND THE COMMISSION OF THE EUROPEAN
COMMUNITIES , WHICH HAVE SUBMITTED OBSERVATIONS TO THE COURT , ARE NOT
RECOVERABLE. AS THESE PROCEEDINGS ARE , IN SO FAR AS THE PARTIES TO THE MAIN
ACTION ARE CONCERNED , IN THE NATURE OF A STEP IN THE ACTION PENDING BEFORE THE
NATIONAL COURT , COSTS ARE A MATTER FOR THAT COURT.

ON THOSE GROUNDS ,

THE COURT ,

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE COUR D ' APPEL , BRUSSELS , BY
JUDGMENT OF 30 MARCH 1979 , HEREBY RULES :

THE PROVISIONS OF THE TREATY RELATING TO THE FREEDOM TO PROVIDE SERVICES DO
NOT PRECLUDE AN ASSIGNEE OF THE PERFORMING RIGHT IN A CINEMATOGRAPHIC FILM IN
A MEMBER STATE FROM RELYING UPON HIS RIGHT TO PROHIBIT THE EXHIBITION OF THAT
FILM IN THAT STATE , WITHOUT HIS AUTHORITY , BY MEANS OF CABLE DIFFUSION IF THE
FILM SO EXHIBITED IS PICKED UP AND TRANSMITTED AFTER BEING BROADCAST IN
ANOTHER MEMBER STATE BY A THIRD PARTY WITH THE CONSENT OF THE ORIGINAL OWNER
OF THE RIGHT .
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Deutsche Grammophon Gesellschaft mbH v Metro-SB-Großmärkte GmbH &Co. KG.
Reference for a preliminary ruling: Oberlandesgericht Hamburg - Germany.

Sound recordings.
Case 78-70.

++++

1 . PROCEDURE - PRELIMINARY QUESTIONS - JURISDICTION OF THE COURT OF JUSTICE -
LIMITS

(EEC TREATY, ARTICLE 117 )

2 . PRINCIPLES OF THE EEC - MEMBER STATES - GENERAL OBLIGATION - CONTENT

(EEC TREATY, ARTICLE 5 )

3 . COMPETITION - RESTRICTIVE PRACTICES - INDUSTRIAL AND COMMERCIAL PROPERTY
RIGHTS - EXERCISE - EFFECT - PARTITIONING OF THE MARKET - PROHIBITION

(EEC TREATY, ARTICLE 85 (1 ))

4 . INDUSTRIAL AND COMMERCIAL PROPERTY RIGHTS - INTELLECTUAL PROPERTY RIGHTS -
APPLICABILITY OF ARTICLE 36 OF THE TREATY

5 . FREE MOVEMENT OF GOODS - DEROGATION JUSTIFIED FOR THE PROTECTION OF
INDUSTRIAL PROPERTY RIGHTS - STRICT INTERPRETATION - EXERCISE OF SUCH RIGHTS -
APPLICATION OF THE PROHIBITIONS OF THE TREATY

(EEC TREATY, ARTICLE 36 )

6 . FREE MOVEMENT OF GOODS - EXCLUSIVE RIGHT OF DISTRIBUTION PROTECTED BY
NATIONAL LEGISLATION - EXERCISE - EFFECT - PARTITIONING OF THE MARKET -
PROHIBITION

(EEC TREATY, ARTICLE 36 )

7 . COMPETITION - EXCLUSIVE RIGHT OF DISTRIBUTION PROTECTED BY NATIONAL
LEGISLATION - DOMINANT POSITION OF THE HOLDER ON THE MARKET - CONCEPT - ABUSE
OF SUCH A POSITION - DIFFERENCE BETWEEN THE CONTROLLED PRICE AND THE PRICE OF
THE PRODUCT REIMPORTED FROM ANOTHER MEMBER STATE - EVIDENCE OF AN ABUSE

(EEC TREATY, ARTICLE 86 )

1 . UNDER ARTICLE 177 OF THE COURT, WHEN GIVING A PRELIMINARY RULING, IS ENTITLED
ONLY TO PRONOUNCE ON THE INTERPRETATION OF THE TREATY AND OF ACTS OF THE
INSTITUTIONS OF THE COMMUNITY OR ON THEIR VALIDITY BUT MAY NOT, ON THE BASIS OF
THAT ARTICLE, GIVE JUDGMENT ON THE INTERPRETATION OF A PROVISION OF NATIONAL
LAW. IT MAY HOWEVER EXTRACT FROM THE WORDING OF THE QUESTIONS FORMULATED
BY THE NATIONAL COURT THOSE MATTERS ONLY WHICH PERTAIN TO THE INTERPRETATION
OF THE TREATY, TAKING INTO ACCOUNT THE FACTS COMMUNICATED BY THE SAID COURT.

2 . THE SECOND PARAGRAPH OF ARTICLE 5 OF THE EEC TREATY LAYS DOWN A GENERAL
DUTY FOR THE MEMBER STATES, THE ACTUAL TENOR OF WHICH DEPENDS IN EACH
INDIVIDUAL CASE ON THE PROVISIONS OF THE TREATY OR ON THE RULES DERIVED FROM
ITS GENERAL SCHEME.
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3 . THE EXERCISE OF AN INDUSTRIAL PROPERTY RIGHT FALLS UNDER THE PROHIBITION SET
OUT IN ARTICLE 85 (1 ) OF THE TREATY EACH TIME IT MANIFESTS ITSELF AS THE SUBJECT,
THE MEANS OR THE RESULT OF AN AGREEMENT WHICH, BY PREVENTING IMPORTS FROM
OTHER MEMBER STATES OF PRODUCTS LAWFULLY DISTRIBUTED THERE, HAS AS ITS EFFECT
THE PARTITIONING OF THE MARKET.

4 . THE PROVISIONS OF ARTICLE 36 OF THE TREATY MAY BE RELEVANT TO A RIGHT
RELATED TO COPYRIGHT, IN THE SAME WAY AS TO AN INDUSTRIAL OR COMMERCIAL
PROPERTY RIGHT.

5 . IT IS CLEAR FROM ARTICLE 36 THAT, ALTHOUGH THE TREATY DOES NOT AFFECT THE
EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER STATE WITH
REGARD TO INDUSTRIAL AND COMMERCIAL PROPERTY, THE EXERCISE OF SUCH RIGHTS MAY
NEVERTHELESS FALL WITHIN THE PROHIBITIONS LAID DOWN BY THE TREATY.

ARTICLE 36 ONLY ADMITS DEROGATIONS FROM THE FREE MOVEMENT OF PRODUCTS IN
ORDER TO PROTECT INDUSTRIAL AND COMMERCIAL PROPERTY TO THE EXTENT TO WHICH
SUCH DEROGATIONS ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS WHICH
CONSTITUTE THE SPECIFIC MATTER OF SUCH PROPERTY .

6 . IT IS IN CONFLICT WITH THE RULES PROVIDING FOR THE FREE MOVEMENT OF PRODUCTS
WITHIN THE COMMON MARKET FOR THE HOLDER OF A LEGALLY RECOGNIZED EXCLUSIVE
RIGHT OF DISTRIBUTION TO PROHIBIT THE SALE ON THE NATIONAL TERRITORY OF
PRODUCTS PLACED BY HIM OR WITH HIS CONSENT ON THE MARKET OF ANOTHER MEMBER
STATE ON THE GROUND THAT SUCH DISTRIBUTION DID NOT OCCUR WITHIN THE NATIONAL
TERRITORY. SUCH A PROHIBITION, WHICH COULD LEGITIMIZE THE ISOLATION OF NATIONAL
MARKETS, WOULD BE REPUGNANT TO THE ESSENTIAL PURPOSE OF THE TREATY, WHICH IS
TO UNITE NATIONAL MARKETS INTO A SINGLE MARKET.

7 . THE HOLDER OF A LEGALLY RECOGNIZED EXCLUSIVE RIGHT OF DISTRIBUTION DOES NOT
OCCUPY A DOMINANT POSITION WITHIN THE MEANING OF ARTICLE 86 OF THE TREATY
MERELY BY EXERCISING THAT RIGHT. IT IS NECESSARY THAT THE HOLDER, ALONE OR
JOINTLY WITH OTHER UNDERTAKINGS IN THE SAME GROUP, SHOULD HAVE THE POWER TO
IMPEDE THE MAINTENANCE OF EFFECTIVE COMPETITION OVER A CONSIDERABLE PART OF
THE RELEVANT MARKET, HAVING REGARD IN PARTICULAR TO THE EXISTENCE OF ANY
PRODUCERS MARKETING SIMILAR PRODUCTS AND TO THEIR POSITION ON THE MARKET.

THE DIFFERENCE BETWEEN THE CONTROLLED PRICE AND THE PRICE OF THE PRODUCT
REIMPORTED FROM ANOTHER MEMBER STATE DOES NOT NECESSARILY SUFFICE TO
DISCLOSE AN ABUSE OF A DOMINANT POSITION; IT MAY, HOWEVER, IF UNJUSTIFIED BY ANY
OBJECTIVE CRITERIA AND IF IT IS PARTICULARLY MARKED, BE A DETERMINING FACTOR IN
SUCH ABUSE.

IN CASE 78/70

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE
HANSEATISCHES OBERLANDESGERICHT HAMBURG FOR A PRELIMINARY RULING IN THE
ACTION PENDING BEFORE THAT COURT BETWEEN

DEUTSCHE GRAMMOPHON GESELLSCHAFT MBH, HAMBURG,

AND
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METRO-SB-GROSSMAERKTE GMBH AND COMPANY KG, REPRESENTED BY THE COMPANY
METRO-SB-GROSSMAERKTE GMBH, HAMBURG,

ON THE INTERPRETATION OF THE SECOND PARAGRAPH OF ARTICLE 5, ARTICLE 85 (1 ) AND
ARTICLE 86 OF THE EEC TREATY,

1 BY AN ORDER OF 8 OCTOBER 1970, WHICH WAS RECEIVED AT THE COURT REGISTRY ON 7
DECEMBER 1970, THE HANSEATISCHES OBERLANDESGERICHT, HAMBURG, REFERRED TO THE
COURT OF JUSTICE, UNDER ARTICLE 177 OF THE TREATY ESTABLISHING THE EUROPEAN
ECONOMIC COMMUNITY, CERTAIN QUESTIONS ON THE INTERPRETATION OF THE SECOND
PARAGRAPH OF ARTICLE 5, ARTICLE 85 (1 ) AND ARTICLE 86 OF THE TREATY.

THE FIRST QUESTION

2 IN THE FIRST QUESTION THE COURT IS ASKED TO RULE WHETHER IT IS CONTRARY TO THE
SECOND PARAGRAPH OF ARTICLE 5 OR ARTICLE 85 (1 ) OF THE EEC TREATY TO INTERPRET
ARTICLES 97 AND 85 OF THE GERMAN LAW OF 9 SEPTEMBER 1965 ON COPYRIGHT AND
RELATED RIGHTS TO MEAN THAT A GERMAN UNDERTAKING MANUFACTURING SOUND
RECORDINGS MAY RELY ON ITS EXCLUSIVE RIGHT OF DISTRIBUTION TO PROHIBIT THE
MARKETING IN THE FEDERAL REPUBLIC OF GERMANY OF SOUND RECORDINGS WHICH IT
HAS ITSELF SUPPLIED TO ITS FRENCH SUBSIDIARY WHICH, ALTHOUGH INDEPENDENT AT
LAW, IS WHOLLY SUBORDINATE TO IT COMMERCIALLY.

3 UNDER ARTICLE 177 THE COURT, WHEN GIVING A PRELIMINARY RULING, IS ENTITLED
ONLY TO PRONOUNCE ON THE INTERPRETATION OF THE TREATY AND OF ACTS OF THE
INSTITUTIONS OF THE COMMUNITY OR ON THEIR VALIDITY BUT MAY NOT, ON THE BASIS OF
THAT ARTICLE, GIVE JUDGMENT ON THE INTERPRETATION OF A PROVISION OF NATIONAL
LAW. IT MAY HOWEVER EXTRACT FROM THE WORDING OF THE QUESTIONS FORMULATED
BY THE NATIONAL COURT THOSE MATTERS ONLY WHICH PERTAIN TO THE INTERPRETATION
OF THE TREATY, TAKING INTO ACCOUNT THE FACTS COMMUNICATED BY THE SAID COURT.

4 IT IS CLEAR FROM THE FACTS RECORDED BY THE HANSEATISCHES OBERLANDESGERICHT,
HAMBURG, THAT WHAT IT ASKS MAY BE REDUCED IN ESSENTIALS TO THE QUESTION
WHETHER THE EXCLUSIVE RIGHT OF DISTRIBUTING THE PROTECTED ARTICLES WHICH IS
CONFERRED BY A NATIONAL LAW ON THE MANUFACTURER OF SOUND RECORDINGS MAY,
WITHOUT INFRINGING COMMUNITY PROVISIONS, PREVENT THE MARKETING ON NATIONAL
TERRITORY OF PRODUCTS LAWFULLY DISTRIBUTED BY SUCH MANUFACTURER OR WITH HIS
CONSENT ON THE TERRITORY OF ANOTHER MEMBER STATE. THE COURT OF JUSTICE IS
ASKED TO DEFINE THE TENOR AND THE SCOPE OF THE RELEVANT COMMUNITY PROVISIONS,
WITH PARTICULAR REFERENCE TO THE SECOND PARAGRAPH OF ARTICLE 5 OR ARTICLE 85 (1
).

5 ACCORDING TO THE SECOND PARAGRAPH OF ARTICLE 5 OF THE TREATY, MEMBER STATES
" SHALL ABSTAIN FROM ANY MEASURE WHICH COULD JEOPARDIZE THE ATTAINMENT OF
THE OBJECTIVE OF THIS TREATY ". THIS PROVISION LAYS DOWN A GENERAL DUTY FOR THE
MEMBER STATES, THE ACTUAL TENOR OF WHICH DEPENDS IN EACH INDIVIDUAL CASE ON
THE PROVISIONS OF THE TREATY OR ON THE RULES DERIVED FROM ITS GENERAL SCHEME.

6 ACCORDING TO ARTICLE 85 (1 ) OF THE TREATY " THE FOLLOWING SHALL BE PROHIBITED
AS INCOMPATIBLE WITH THE COMMON MARKET : ALL AGREEMENTS BETWEEN
UNDERTAKINGS,
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DECISIONS BY ASSOCIATIONS OF UNDERTAKINGS AND CONCERTED PRACTICES WHICH MAY
AFFECT TRADE BETWEEN MEMBER STATES AND WHICH HAVE AS THEIR OBJECT OR EFFECT
THE PREVENTION, RESTRICTION OR DISTORTION OF COMPETITION WITHIN THE COMMON
MARKET ". THE EXERCISE OF THE EXCLUSIVE RIGHT REFERRED TO IN THE QUESTION MIGHT
FALL UNDER THE PROHIBITION SET OUT BY THIS PROVISION EACH TIME IT MANIFESTS
ITSELF AS THE SUBJECT, THE MEANS OR THE RESULT OF AN AGREEMENT WHICH, BY
PREVENTING IMPORTS FROM OTHER MEMBER STATES OF PRODUCTS LAWFULLY
DISTRIBUTED THERE, HAS AS ITS EFFECT THE PARTITIONING OF THE MARKET.

7 IF, HOWEVER, THE EXERCISE OF THE RIGHT DOES NOT EXHIBIT THOSE ELEMENTS OF
CONTRACT OR CONCERTED PRACTICE REFERRED TO IN ARTICLE 85 (1 ) IT IS NECESSARY, IN
ORDER TO ANSWER THE QUESTION REFERRED, FURTHER TO CONSIDER WHETHER THE
EXERCISE OF THE RIGHT IN QUESTION IS COMPATIBLE WITH OTHER PROVISIONS OF THE
TREATY, IN PARTICULAR THOSE RELATING TO THE FREE MOVEMENT OF GOODS.

8 THE PRINCIPLES TO BE CONSIDERED IN THE PRESENT CASE ARE THOSE CONCERNED WITH
THE ATTAINMENT OF A SINGLE MARKET BETWEEN THE MEMBER STATES, WHICH ARE
PLACED BOTH IN PART TWO OF THE TREATY DEVOTED TO THE FOUNDATIONS OF THE
COMMUNITY, UNDER THE FREE MOVEMENT OF GOODS, AND IN ARTICLE 3 (G ) OF THE
TREATY WHICH PRESCRIBES THE INSTITUTION OF A SYSTEM ENSURING THAT COMPETITION
IN THE COMMON MARKET IS NOT DISTORTED

9 MOREOVER, WHERE CERTAIN PROHIBITIONS OR RESTRICTIONS ON TRADE BETWEEN
MEMBER STATES ARE CONCEDED IN ARTICLE 36, THE TREATY MAKES EXPRESS REFERENCE
TO THEM, PROVIDING THAT SUCH DEROGATIONS SHALL NOT CONSTITUTE " A MEANS OF
ARBITRARY DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER
STATES ".

10 IT IS THUS IN THE LIGHT OF THOSE PROVISIONS, ESPECIALLY OF ARTICLES 36, 85 AND 86,
THAT AN APPRAISAL SHOULD BE MADE AS TO HOW FAR THE EXERCISE OF A NATIONAL
RIGHT RELATED TO COPYRIGHT MAY IMPEDE THE MARKETING OF PRODUCTS FROM
ANOTHER MEMBER STATE.

11 AMONGST THE PROHIBITIONS OR RESTRICTIONS ON THE FREE MOVEMENT OF GOODS
WHICH IT CONCEDES ARTICLE 36 REFERS TO INDUSTRIAL AND COMMERCIAL PROPERTY . ON
THE ASSUMPTION THAT THOSE PROVISIONS MAY BE RELEVANT TO A RIGHT RELATED TO
COPYRIGHT, IT IS NEVERTHELESS CLEAR FROM THAT ARTICLE THAT, ALTHOUGH THE
TREATY DOES NOT AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION
OF A MEMBER STATE WITH REGARD TO INDUSTRIAL AND COMMERCIAL PROPERTY, THE
EXERCISE OF SUCH RIGHTS MAY NEVERTHELESS FALL WITHIN THE PROHIBITIONS LAID
DOWN BY THE TREATY. ALTHOUGH IT PERMITS PROHIBITIONS OR RESTRICTIONS ON THE
FREE MOVEMENT OF PRODUCTS, WHICH ARE JUSTIFIED FOR THE PURPOSE OF PROTECTING
INDUSTRIAL AND COMMERCIAL PROPERTY, ARTICLE 36 ONLY ADMITS DEROGATIONS FROM
THAT FREEDOM TO THE EXTENT TO WHICH THEY ARE JUSTIFIED FOR THE PURPOSE OF
SAFEGUARDING RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT-MATTER OF SUCH
PROPERTY.

12 IF A RIGHT RELATED TO COPYRIGHT IS RELIED UPON TO PREVENT THE MARKETING IN A
MEMBER STATE OF PRODUCTS DISTRIBUTED BY THE HOLDER OF THE RIGHT OR WITH HIS
CONSENT ON THE TERRITORY OF ANOTHER MEMBER STATE ON THE SOLE GROUND THAT
SUCH DISTRIBUTION DID NOT TAKE PLACE ON THE NATIONAL TERRITORY, SUCH A
PROHIBITION, WHICH WOULD LEGITIMIZE THE ISOLATION OF NATIONAL
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MARKETS, WOULD BE REPUGNANT TO THE ESSENTIAL PURPOSE OF THE TREATY, WHICH IS
TO UNITE NATIONAL MARKETS INTO A SINGLE MARKET.

THAT PURPOSE COULD NOT BE ATTAINED IF, UNDER THE VARIOUS LEGAL SYSTEMS OF THE
MEMBER STATES, NATIONALS OF THOSE STATES WERE ABLE TO PARTITION THE MARKET
AND BRING ABOUT ARBITRARY DISCRIMINATION OR DISGUISED RESTRICTIONS ON TRADE
BETWEEN MEMBER STATES.

13 CONSEQUENTLY, IT WOULD BE IN CONFLICT WITH THE PROVISIONS PRESCRIBING THE
FREE MOVEMENT OF PRODUCTS WITHIN THE COMMON MARKET FOR A MANUFACTURER OF
SOUND RECORDINGS TO EXERCISE THE EXCLUSIVE RIGHT TO DISTRIBUTE THE PROTECTED
ARTICLES, CONFERRED UPON HIM BY THE LEGISLATION OF A MEMBER STATE, IN SUCH A
WAY AS TO PROHIBIT THE SALE IN THAT STATE OF PRODUCTS PLACED ON THE MARKET BY
HIM OR WITH HIS CONSENT IN ANOTHER MEMBER STATE SOLELY BECAUSE SUCH
DISTRIBUTION DID NOT OCCUR WITHIN THE TERRITORY OF THE FIRST MEMBER STATE.

THE SECOND QUESTION

14 IN THE SECOND QUESTION THE COURT IS ASKED TO RULE WHETHER A MANUFACTURER
OF SOUND RECORDINGS ABUSES HIS EXCLUSIVE RIGHT OF DISTRIBUTING THE PROTECTED
ARTICLES IF THE SELLING PRICE IMPOSED IS, WITHIN THE NATIONAL TERRITORY, HIGHER
THAN THE PRICE OF THE ORIGINAL PRODUCT REIMPORTED FROM ANOTHER MEMBER STATE
AND IF THE PRINCIPAL PERFORMERS ARE TIED TO THE RECORD MANUFACTURER BY
EXCLUSIVE CONTRACTS

THE EXPRESSION " ABUSES HIS RIGHT " CONTAINED IN THIS QUESTION REFERS TO THE
ABUSE OF A DOMINANT POSITION WITHIN THE MEANING OF ARTICLE 86 OF THE TREATY.

15 THAT ARTICLE PROHIBITS " ANY ABUSE BY ONE OR MORE UNDERTAKINGS OF A
DOMINANT POSITION WITHIN THE COMMON MARKET OR IN A SUBSTANTIAL PART OF IT IN
SO FAR AS IT MAY AFFECT TRADE BETWEEN MEMBER STATES ".

16 IT IS CLEAR FROM THIS PROVISION THAT THE ACTION PROHIBITED BY IT PRESUPPOSES
THE EXISTENCE OF A DOMINANT POSITION WITHIN THE COMMON MARKET OR IN A
SUBSTANTIAL PART OF IT. A MANUFACTURER OF SOUND RECORDINGS WHO HOLDS A RIGHT
RELATED TO COPYRIGHT DOES NOT OCCUPY A DOMINANT POSITION WITHIN THE MEANING
OF ARTICLE 86 OF THE TREATY MERELY BY EXERCISING HIS EXCLUSIVE RIGHT TO
DISTRIBUTE THE PROTECTED ARTICLES .

17 SINCE THAT ARTICLE REQUIRES THAT THE POSITION TO WHICH IT REFERS SHOULD
EXTEND TO A " SUBSTANTIAL PART " OF THE COMMON MARKET THIS FURTHER REQUIRES
THAT THE MANUFACTURER, ALONE OR JOINTLY WITH OTHER UNDERTAKINGS IN THE SAME
GROUP, SHOULD HAVE THE POWER TO IMPEDE THE MAINTENANCE OF EFFECTIVE
COMPETITION OVER A CONSIDERABLE PART OF THE RELEVANT MARKET, HAVING REGARD
IN PARTICULAR TO THE EXISTENCE OF ANY PRODUCERS MARKETING SIMILAR PRODUCTS
AND TO THEIR POSITION ON THE MARKET .

18 IF RECORDING ARTISTS ARE TIED TO THE MANUFACTURER BY EXCLUSIVE CONTRACTS
CONSIDERATION SHOULD BE GIVEN, INTER ALIA, TO THEIR POPULARITY ON THE MARKET,
TO THE DURATION AND EXTENT OF THE OBLIGATIONS UNDERTAKEN AND TO THE
OPPORTUNITIES AVAILABLE TO OTHER MANUFACTURERS OF SOUND RECORDINGS TO OBTAIN
THE SERVICES OF COMPARABLE PERFORMERS .
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19 FOR IT TO FALL WITHIN ARTICLE 86 A DOMINANT POSITION MUST FURTHER BE ABUSED .
THE DIFFERENCE BETWEEN THE CONTROLLED PRICE AND THE PRICE OF THE PRODUCT
REIMPORTED FROM ANOTHER MEMBER STATE DOES NOT NECESSARILY SUFFICE TO
DISCLOSE SUCH AN ABUSE; IT MAY HOWEVER, IF UNJUSTIFIED BY ANY OBJECTIVE CRITERIA
AND IF IT IS PARTICULARLY MARKED, BE A DETERMINING FACTOR IN SUCH ABUSE.

ON THOSE GROUNDS,

UPON READING THE PLEADINGS;

UPON HEARING THE REPORT OF THE JUDGE-RAPPORTEUR;

UPON HEARING THE ORAL OBSERVATIONS OF THE PARTIES TO THE MAIN ACTION, OF THE
FEDERAL REPUBLIC OF GERMANY AND OF THE COMMISSION OF THE EUROPEAN
COMMUNITIES;

UPON HEARING THE OPINION OF THE ADVOCATE-GENERAL;

HAVING REGARD TO THE TREATY ESTABLISHING THE EUROPEAN ECONOMIC COMMUNITY,
ESPECIALLY ARTICLES 3, 5, 36, 85, 86 AND 177;

HAVING REGARD TO THE PROTOCOL ON THE STATUTE OF THE COURT OF JUSTICE OF THE
EEC, ESPECIALLY ARTICLE 20;

HAVING REGARD TO THE RULES OF PROCEDURE OF THE COURT OF JUSTICE OF THE
EUROPEAN COMMUNITIES,

20 THE COSTS INCURRED BY THE GOVERNMENT OF THE FEDERAL REPUBLIC OF GERMANY
AND THE COMMISSION OF THE EUROPEAN COMMUNITIES, WHICH HAVE SUBMITTED
OBSERVATIONS TO THE COURT, ARE NOT RECOVERABLE. AS THESE PROCEEDINGS ARE, IN SO
FAR AS THE PARTIES TO THE MAIN ACTION ARE CONCERNED IN THE NATURE OF A STEP IN
THE ACTION PENDING BEFORE THE NATIONAL COURT, COSTS ARE A MATTER FOR THAT
COURT.

THE COURT

IN ANSWER TO THE QUESTION REFERRED TO IT BY THE HANSEATISCHES
OBERLANDESGERICHT, HAMBURG, PURSUANT TO AN ORDER OF THAT COURT OF 8 OCTOBER
1970, HEREBY RULES :

1 . IT IS IN CONFLICT WITH THE PROVISIONS PRESCRIBING THE FREE MOVEMENT OF
PRODUCTS WITHIN THE COMMON MARKET FOR A MANUFACTURER OF SOUND RECORDINGS
TO EXERCISE THE EXCLUSIVE RIGHT TO DISTRIBUTE THE PROTECTED ARTICLES, CONFERRED
UPON HIM BY THE LEGISLATION OF A MEMBER STATE, IN SUCH A WAY AS TO PROHIBIT THE
SALE IN THAT STATE OF PRODUCTS PLACED ON THE MARKET BY HIM OR WITH HIS
CONSENT IN ANOTHER MEMBER STATE SOLELY BECAUSE SUCH DISTRIBUTION DID NOT
OCCUR WITHIN THE TERRITORY OF THE FIRST MEMBER STATE.

2 . (A ) A MANUFACTURER OF SOUND RECORDINGS WHO HOLDS AN EXCLUSIVE RIGHT OF
DISTRIBUTION UNDER NATIONAL LEGISLATION DOES NOT OCCUPY A DOMINANT POSITION
WITHIN THE MEANING OF ARTICLE 86 OF THE TREATY MERELY BY EXERCISING THAT RIGHT.
THE POSITION IS DIFFERENT WHEN HAVING REGARD TO THE CIRCUMSTANCES OF THE CASE
HE HAS THE POWER TO IMPEDE THE MAINTENANCE OF EFFECTIVE COMPETITION OVER A
CONSIDERABLE PART OF THE RELEVANT MARKET.
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(B ) THE DIFFERENCE BETWEEN THE CONTROLLED PRICE AND THE PRICE OF THE PRODUCT
REIMPORTED FROM ANOTHER MEMBER STATE DOES NOT NECESSARILY SUFFICE TO
DISCLOSE AN ABUSE OF A DOMINANT POSITION; IT MAY, HOWEVER, IF UNJUSTIFIED BY
ANY OBJECTIVE CRITERIA AND IF IT IS PARTICULARLY MARKET, BE A DETERMINING
FACTOR IN SUCH ABUSE.
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Judgment of the Court
of 14 December 2000

Parfums Christian Dior SA v TUK Consultancy BV and Assco Gerüste GmbH and Rob van Dijk v
Wilhelm Layher GmbH & Co. KG and Layher BV.

References for a preliminary ruling: Arrondissementsrechtbank 's-Gravenhage and Hoge Raad der
Nederlanden - Netherlands.

Agreement establishing the World Trade Organisation - TRIPs Agreement - Article 177 of the EC
Treaty (now Article 234 EC) - Jurisdiction of the Court of Justice - Article 50 of the TRIPs Agreement

- Provisional measures - Interpretation - Direct effect.
Joined cases C-300/98 and C-392/98.

1. Preliminary rulings Jurisdiction of the Court Interpretation of an international agreement concluded by the
Community and the Member States under joint competence and having a bearing on the application by
national courts of Community provisions Agreement on Trade-Related Aspects of Intellectual Property Rights
(TRIPs)

(EC Treaty, Art. 177 (now Art. 234 EC); TRIPS Agreement, Art. 50)

2. International agreements Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs)
Article 50(6) Direct effect None Obligations of national courts Distinction drawn between fields falling within
the scope of Community law and those falling within the competence of the Member States

(TRIPs Agreement, Art. 50)

3. International agreements Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPs)
Intellectual property right Concept Right to sue under general provisions of national law concerning wrongful
acts in order to protect an industrial design against copying Classification with regard to that concept a matter
for the Contracting Parties

(TRIPs Agreement, Art. 50(1))

1. Where the judicial authorities of the Member States are called upon to order provisional measures for the
protection of intellectual property rights falling within the scope of the Agreement on Trade-Related Aspects
of Intellectual Property Rights (the TRIPs Agreement), as set out in Annex 1 C to the Agreement establishing
the World Trade Organisation, approved on behalf of the Community, as regards matters within its
competence, by Decision 94/800, and a case is brought before the Court of Justice in accordance with the
provisions of the Treaty, in particular Article 177 thereof (now Article 234 EC), the Court of Justice has
jurisdiction to interpret Article 50 of the TRIPs Agreement.

(see para. 40 and operative part 1 )

2. The provisions of the Agreement on Trade-Related Aspects of Intellectual Property Rights (the TRIPs
Agreement), an annex to the Agreement establishing the World Trade Organisation, are not such as to create
rights upon which individuals may rely directly before the courts by virtue of Community law.

However, in a field to which the TRIPs Agreement applies and in respect of which the Community has
already legislated, the judicial authorities of the Member States are required by virtue of Community law,
when called upon to apply national rules with a view to ordering provisional measures for the protection of
rights falling within such a field, to do so as far as possible in the light of the wording and purpose of
Article 50 of the TRIPs Agreement.

In a field in which the Community has not yet legislated and which consequently falls within the competence
of the Member States, the protection of intellectual property rights, and measures adopted
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for that purpose by the judicial authorities, do not fall within the scope of Community law. Accordingly,
Community law neither requires nor forbids that the legal order of a Member State should accord to
individuals the right to rely directly on the rule laid down by Article 50(6) of the TRIPs Agreement or that it
should oblige the courts to apply that rule of their own motion.

(see paras 44, 49 and operative part 2 )

3. Article 50 of the Agreement on Trade-Related Aspects of Intellectual Property Rights (the TRIPs
Agreement) leaves to the Contracting Parties, within the framework of their own legal systems, the task of
specifying whether the right to sue under general provisions of national law concerning wrongful acts, in
particular unlawful competition, in order to protect an industrial design against copying is to be classified as
an intellectual property right within the meaning of Article 50(1) of the TRIPs Agreement.

(see para. 63 and operative part 3 )

In Joined Cases C-300/98 and C-392/98,

REFERENCES to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the
Arrondissementsrechtbank 's-Gravenhage (Netherlands) (C-300/98) and the Hoge Raad der Nederlanden
(Netherlands) (C-392/98) for preliminary rulings in the proceedings pending before those courts between

Parfums Christian Dior SA

and

Tuk Consultancy BV (C-300/98)

and between

Assco Gerüste GmbH,

Rob van Dijk, trading as Assco Holland Steigers Plettac Nederland,

and

Wilhelm Layher GmbH & Co. KG,

Layher BV (C-392/98),

on the interpretation of Article 50 of the Agreement on Trade-Related Aspects of Intellectual Property Rights,
as set out in Annex 1 C to the Agreement establishing the World Trade Organisation, approved on behalf of
the Community, as regards matters within its competence, by Council Decision 94/800/EC of 22 December
1994 (OJ 1994 L 336, p. 1),

THE COURT,

composed of: G.C. Rodríguez Iglesias, President, C. Gulmann, A. La Pergola, M. Wathelet and V. Skouris
(Presidents of Chambers), D.A.O. Edward (Rapporteur), J.-P. Puissochet, P. Jann, L. Sevon, R. Schintgen and
F. Macken, Judges,

Advocate General: G. Cosmas,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

Tuk Consultancy BV, by K.T.M. Stöpetie and M. van Empel, of the Amsterdam Bar (Case C-300/98),

Assco Gerüste GmbH and Mr Van Dijk, by G. van der Wal, of the Brussels Bar (Case C-392/98),
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the Netherlands Government, by M.A. Fierstra, Head of the European Law Department in the Ministry of
Foreign Affairs, acting as Agent (Case C-392/98),

the French Government, by K. Rispal-Bellanger, Head of Subdirectorate in the Legal Affairs Directorate of the
Ministry of Foreign Affairs, and S. Seam, Foreign Affairs Secretary in the same directorate, acting as Agents
(Case C-392/98),

the Portuguese Government, by L.I. Fernandes, Director of the Legal Service in the Directorate-General for the
European Communities of the Ministry of Foreign Affairs, and T. Moreira and M.J. Palma, Assistant
Director-General and Lawyer respectively in the Directorate-General for International Economic Relations,
acting as Agents (Case C-300/98),

the United Kingdom Government, by J.E. Collins, Assistant Treasury Solicitor, acting as Agent, D. Anderson,
Barrister (Case C-300/98), and M. Hoskins, Barrister (Case C-392/98),

the Council of the European Union, by J. Huber and G. Houttuin, Legal Advisers, acting as Agents (Cases
C-300/98 and C-392/98),

the Commission of the European Communities, by P.J. Kuijper, Legal Adviser, acting as Agent (Cases
C-300/98 and C-392/98),

having regard to the Report for the Hearing,

after hearing the oral observations of Assco Gerüste GmbH and Mr Van Dijk, represented by G. van der Wal
and G.A. Zonnekeyn, of the Brussels Bar; the Netherlands Government, represented by M.A. Fierstra; the
Danish Government, represented by J. Molde, Head of Division in the Ministry of Foreign Affairs, acting as
Agent; the Spanish Government, represented by N. Díaz Abad, Abogado del Estado, acting as Agent; the
French Government, represented by S. Seam; the United Kingdom Government, represented by J.E. Collins
and M. Hoskins; the Council, represented by G. Houttuin; and the Commission, represented by H. van Vliet,
of its Legal Service, acting as Agent, at the hearing on 23 May 2000,

after hearing the Opinion of the Advocate General at the sitting on 11 July 2000,

gives the following

Judgment

Costs

64 The costs incurred by the Netherlands, Danish, Spanish, French, Portuguese and United Kingdom
Governments and by the Council and the Commission, which have submitted observations to the Court, are
not recoverable. Since these proceedings are, for the parties to the main proceedings, a step in the actions
pending before the national courts, the decisions on costs are a matter for those courts.

On those grounds,

THE COURT,

in answer to the questions referred to it by the Arrondissementsrechtbank 's-Gravenhage by judgment of 25
June 1998 and the Hoge Raad der Nederlanden by judgment of 30 October 1998, hereby rules:

1. Where the judicial authorities of the Member States are called upon to order provisional measures for the
protection of intellectual property rights falling within the scope of the Agreement on Trade-Related Aspects
of Intellectual Property Rights (the TRIPs Agreement), as set out in Annex 1 C to the Agreement establishing
the World Trade Organisation, approved on behalf of the
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Community, as regards matters within its competence, by Council Decision 94/800/EC of 22 December 1994,
and a case is brought before the Court of Justice in accordance with the provisions of the EC Treaty, in
particular Article 177 thereof (now Article 234 EC), the Court of Justice has jurisdiction to interpret Article
50 of the TRIPs Agreement.

2. In a field to which the TRIPs Agreement applies and in respect of which the Community has already
legislated, the judicial authorities of the Member States are required by virtue of Community law, when called
upon to apply national rules with a view to ordering provisional measures for the protection of rights falling
within such a field, to do so as far as possible in the light of the wording and purpose of Article 50 of the
TRIPs Agreement.

In a field in which the Community has not yet legislated and which consequently falls within the competence
of the Member States, the protection of intellectual property rights, and measures adopted for that purpose by
the judicial authorities, do not fall within the scope of Community law. Accordingly, Community law neither
requires nor forbids that the legal order of a Member State should accord to individuals the right to rely
directly on the rule laid down by Article 50(6) of the TRIPs Agreement or that it should oblige the courts to
apply that rule of their own motion.

3. Article 50 of the TRIPs Agreement leaves to the Contracting Parties, within the framework of their own
legal systems, the task of specifying whether the right to sue under general provisions of national law
concerning wrongful acts, in particular unlawful competition, in order to protect an industrial design against
copying is to be classified as an intellectual property right within the meaning of Article 50(1) of the TRIPs
Agreement.

1 The Arrondissementsrechtbank 's-Gravenhage (District Court, The Hague), by judgment of 25 June 1998,
received at the Court on 29 July 1998 (C-300/98), and the Hoge Raad der Nederlanden (Supreme Court of the
Netherlands), by judgment of 30 October 1998, received at the Court on 5 November 1998 (C-392/98),
referred to the Court for a preliminary ruling under Article 177 of the EC Treaty (now Article 234 EC) one
and three questions respectively on the interpretation of Article 50 of the Agreement on Trade-Related Aspects
of Intellectual Property Rights (hereinafter TRIPs), as set out in Annex 1 C to the Agreement establishing the
World Trade Organisation (hereinafter the WTO Agreement), approved on behalf of the Community, as
regards matters within its competence, by Council Decision 94/800/EC of 22 December 1994 (OJ 1994 L 336,
p. 1).

2 In Case C-300/98, the question submitted was raised in proceedings between the companies Parfums
Christian Dior SA (hereinafter Dior) and Tuk Consultancy BV (hereinafter Tuk).

3 In Case C-392/98, the questions were raised in proceedings brought by Assco Gerüste GmbH and Mr Van
Dijk (hereinafter jointly referred to as Assco) against Wilhelm Layher GmbH & Co. KG (hereinafter Layher
Germany) and its subsidiary Layher BV (hereinafter Layher Netherlands).

Relevant provisions

4 The 11th recital in the preamble to Decision 94/800 states:

Whereas, by its nature, the Agreement establishing the World Trade Organisation, including the Annexes
thereto, is not susceptible to being directly invoked in Community or Member State courts.

5 The first indent of Article 1(1) of that decision provides:

The following multilateral agreements and acts are hereby approved on behalf of the European Community
with regard to that portion of them which falls within the competence of the European Community:

the Agreement establishing the World Trade Organisation, and also the Agreements in Annexes 1, 2 and 3 to
that Agreement.
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6 Article 50 of TRIPs states:

1. The judicial authorities shall have the authority to order prompt and effective provisional measures:

(a) to prevent an infringement of any intellectual property right from occurring, and in particular to prevent the
entry into the channels of commerce in their jurisdiction of goods, including imported goods immediately
after customs clearance;

(b) to preserve relevant evidence in regard to the alleged infringement.

2. The judicial authorities shall have the authority to adopt provisional measures inaudita altera parte where
appropriate, in particular where any delay is likely to cause irreparable harm to the right holder, or where
there is a demonstrable risk of evidence being destroyed.

3. The judicial authorities shall have the authority to require the applicant to provide any reasonably available
evidence in order to satisfy themselves with a sufficient degree of certainty that the applicant is the right
holder and that the applicant's right is being infringed or that such infringement is imminent, and to order the
applicant to provide a security or equivalent assurance sufficient to protect the defendant and to prevent abuse.

4. Where provisional measures have been adopted inaudita altera parte, the parties affected shall be given
notice, without delay after the execution of the measures at the latest. A review, including a right to be heard,
shall take place upon request of the defendant with a view to deciding, within a reasonable period after the
notification of the measures, whether these measures shall be modified, revoked or confirmed.

5. The applicant may be required to supply other information necessary for the identification of the goods
concerned by the authority that will execute the provisional measures.

6. Without prejudice to paragraph 4, provisional measures taken on the basis of paragraphs 1 and 2 shall,
upon request by the defendant, be revoked or otherwise cease to have effect, if proceedings leading to a
decision on the merits of the case are not initiated within a reasonable period, to be determined by the judicial
authority ordering the measures where a Member's law so permits or, in the absence of such a determination,
not to exceed 20 working days or 31 calendar days, whichever is the longer.

...

7 The Final Act embodying the results of the Uruguay Round of multilateral trade negotiations and, subject to
conclusion, the WTO Agreement were signed in Marrakesh (Morocco) on 15 April 1994 by the representatives
of the Community and of the Member States.

8 Until 1 January 1975, protection against straightforward copying of products was afforded in the
Netherlands by the general law, in particular the law relating to wrongful acts. These included Article 1401 of
the Burgerlijk Wetboek (hereinafter the Civil Code), replaced from 1 January 1992 by Article 162 of Book 6
of the Civil Code (hereinafter Article 6:162 of the Civil Code).

9 Until 1 January 1992, Article 1401 of the Civil Code provided:

Where a wrongful act causes damage to another person, the person through whose fault the damage occurred
shall be obliged to make it good.

10 Since 1 January 1992, Article 6:162 of the Civil Code has provided, so far as relevant in the present case:

1. Any person who commits a wrongful act in relation to another person which is attributable to him shall be
required to make good the damage suffered by that other person as a result of the said
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act.

2. Any infringement of a right and any act or omission contrary to a legal obligation or to the requirements of
unwritten law in social and economic life shall be considered to be a wrongful act, without prejudice in each
case to the existence of a ground of justification.

3. A wrongful act may be attributed to its perpetrator if it is due to his fault or to a circumstance for which
he must answer by virtue of the law or views held by society.

11 Article 289(1) of the Wetboek van Burgerlijke Rechtsvordering (hereinafter the Code of Civil Procedure)
provides:

In all cases where, having regard to the interests of the parties, an immediate interim measure is necessary as
a matter of urgency, the application may be made at a hearing before the President on such working days as
he shall fix for that purpose.

12 In accordance with Article 290(2) of the Code of Civil Procedure, the parties may appear before the
President under his voluntary jurisdiction to grant interim measures. The applicant must then be legally
represented at the hearing; the defendant may appear in person or be legally represented.

13 Under Article 292 of the Code of Civil Procedure, interim decisions are without prejudice to the decision
in the substantive proceedings.

14 Finally, under Article 295 of the Code of Civil Procedure, an appeal against an interim decision may be
brought before the Gerechtshof (Court of Appeal) within 14 days following its delivery.

Main proceedings

Case C-300/98

15 Dior is the proprietor of the trade marks for the perfumery products Tendre Poison, Eau Sauvage and
Dolce Vita (hereinafter the Dior trade marks), which have been the subject of various international
registrations, in particular for Benelux. It markets its products in the European Community through a selective
distribution system. Dior products carry prestige, and enjoy a luxury image.

16 Tuk sold and supplied perfume bearing the Dior trade marks to, amongst others, Digros BV, a company
established in Hoofddorp (Netherlands).

17 In the proceedings before the Dutch court, Dior submitted that Tuk had infringed the Dior trade marks by
selling perfume bearing those marks, since the perfume had not been put on the market in the European
Economic Area (hereinafter the EEA) by Dior or with its consent.

18 In the main proceedings Tuk showed that it had acquired some of the products concerned in the
Netherlands, and therefore within the EEA. However, it appears that some of the perfume which it supplied to
Digros BV came from outside the EEA.

19 The Arrondissementsrechtbank 's-Gravenhage considered that the main proceedings raised the issue of the
direct effect of Article 50(6) of TRIPs, which entered into force in the Netherlands on 1 January 1996. It
therefore decided to stay proceedings and to refer the following question to the Court of Justice for a
preliminary ruling:

Is Article 50(6) of the TRIPs Agreement to be interpreted as having direct effect in the sense that the legal
consequences set out therein take effect even in the absence of any corresponding provision of national law?

Case C-392/98

20 Layher Germany designs and manufactures various types of scaffolding, including one known as the
Allroundsteiger. Layher Netherlands is the exclusive importer of the Allroundsteiger for the
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Netherlands.

21 Layher Germany patented its product in both Germany and the Netherlands. The patent expired on 16
October 1994 in Germany and on 7 August 1995 in the Netherlands.

22 Assco Gerüste GmbH manufactures a type of scaffolding known as the Assco Rondosteiger. That product,
whose interlocking assembly and measurement system is identical to that of Layher Germany's Allroundsteiger,
is marketed in the Netherlands by Mr Van Dijk, who trades under the name of Assco Holland Steigers Plettac
Nederland.

23 On 14 March 1996 Layher Germany and Layher Netherlands applied to the President of the Rechtbank te
Utrecht (Utrecht District Court, Netherlands) for interim measures prohibiting Assco from importing into the
Netherlands, selling, offering for sale or otherwise trading in the Assco Rondsteiger as then manufactured.

24 The basis of their application was that Assco was acting wrongfully towards them in marketing a type of
scaffolding which was a straightforward imitation of the Allroundsteiger. It appears that, under Netherlands
law, the provisions of national law cited in paragraphs 10 and 11 above can be invoked to prevent wrongful
copying of an industrial design.

25 The President of the Rechtbank te Utrecht granted the application. He also ruled that the period referred to
in Article 50(6) of TRIPs was to be one year.

26 Assco appealed against that decision to the Gerechtshof te Amsterdam (Amsterdam Regional Court of
Appeal, Netherlands). By judgment of 9 January 1997 the Gerechtshof in substance upheld the interim
decision, setting it aside only in so far as it fixed the applicable period under Article 50(6) of TRIPs.

27 Assco appealed on a point of law to the Hoge Raad der Nederlanden, which decided to stay proceedings
and to refer the following three questions to the Court of Justice for a preliminary ruling:

(1) Does the jurisdiction of the Court of Justice to interpret Article 50 of the TRIPs Agreement also extend to
the provisions of that article where they do not concern provisional measures to prevent infringement of
trade-mark rights?

(2) Does Article 50 of the TRIPs Agreement, in particular Article 50(6), have direct effect?

(3) Where an action lies under national civil law against the copying of an industrial design, on the basis of
the general rules concerning wrongful acts, and in particular those relating to unlawful competition, must
the protection thus afforded to the holder of the right be regarded as an "intellectual property right" within
the meaning of Article 50(1) of the TRIPs Agreement?

28 The questions submitted by the two national courts raise three points, concerning respectively:

the jurisdiction of the Court of Justice to interpret Article 50 of TRIPs and the conditions for exercising that
jurisdiction (the first question in Case C-392/98);

whether Article 50(6) of TRIPs has direct effect (the only question in Case C-300/98 and the second question
in Case C-392/98); and

the interpretation of the term intellectual property right in Article 50(1) of TRIPs (the third question in Case
C-392/98).

Admissibility of the reference for a preliminary ruling in Case C-300/98

29 The Council and the Commission, supported at the hearing by the Netherlands Government, have contested
the admissibility of the reference in Case C-300/98 on the ground that the order for reference does not
indicate why an answer to the question submitted is necessary in order to enable
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the national court to give judgment.

30 It appears, however, that in the main proceedings the national court, which was called upon to order
interim measures pursuant to national law, found, first, that Article 50(6) of TRIPs imposes limits on the
life-time of such measures and, second, that those limits do not appear in the provisions of national law
concerning the grant of interim measures. Its question is therefore designed to ascertain whether, under those
conditions, it is required, when delivering judgment, to comply with the time-limits imposed by Article 50(6)
of TRIPs. Besides, its question is in essence identical to the second question in Case C-392/98, whose
admissibility is not disputed.

31 In those circumstances, the questions submitted in both cases should be answered. It is appropriate to deal
with them in the order indicated in paragraph 28 above.

Jurisdiction of the Court to interpret Article 50 of TRIPs

32 The first question asked by the national court in Case C-392/98 is designed to ascertain whether the scope
of the judgment in Case C-53/96 Hermès v FHT [1998] ECR I-3603, relating to the jurisdiction of the Court
of Justice to interpret Article 50 of TRIPs, is restricted solely to situations covered by trade-mark law.

33 TRIPs, which is set out in Annex 1 C to the WTO Agreement, was concluded by the Community and its
Member States under joint competence (see Opinion 1/94 [1994] ECR I-5267, paragraph 105). It follows that
where a case is brought before the Court in accordance with the provisions of the Treaty, in particular Article
177 thereof, the Court has jurisdiction to define the obligations which the Community has thereby assumed
and, for that purpose, to interpret TRIPs.

34 In particular, the Court has jurisdiction to interpret Article 50 of TRIPs in order to meet the needs of the
courts of the Member States when they are called upon to apply national rules with a view to ordering
provisional measures for the protection of rights arising under Community legislation falling within the scope
of TRIPs (see Hermès, paragraphs 28 and 29).

35 Likewise, where a provision such as Article 50 of TRIPs can apply both to situations falling within the
scope of national law and to situations falling within that of Community law, as is the case in the field of
trade marks, the Court has jurisdiction to interpret it in order to forestall future differences of interpretation
(see Hermès, paragraphs 32 and 33).

36 In that regard, the Member States and the Community institutions have an obligation of close cooperation
in fulfilling the commitments undertaken by them under joint competence when they concluded the WTO
Agreement, including TRIPs (see, to that effect, Opinion 1/94, cited above, paragraph 108).

37 Since Article 50 of TRIPs constitutes a procedural provision which should be applied in the same way in
every situation falling within its scope and is capable of applying both to situations covered by national law
and to situations covered by Community law, that obligation requires the judicial bodies of the Member States
and the Community, for practical and legal reasons, to give it a uniform interpretation.

38 Only the Court of Justice acting in cooperation with the courts and tribunals of the Member States
pursuant to Article 177 of the Treaty is in a position to ensure such uniform interpretation.

39 The jurisdiction of the Court of Justice to interpret Article 50 of TRIPs is thus not restricted solely to
situations covered by trade-mark law.

40 The answer to the first question in Case C-392/98 must therefore be that, where the judicial authorities of
the Member States are called upon to order provisional measures for the protection of intellectual property
rights falling within the scope of TRIPs and a case is brought before
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the Court of Justice in accordance with the provisions of the Treaty, in particular Article 177 thereof, the
Court of Justice has jurisdiction to interpret Article 50 of TRIPs.

Direct effect of Article 50(6) of TRIPs

41 By the second question in Case C-392/98 and the only question in Case C-300/98, the national courts seek
in essence to ascertain whether, and to what extent, the procedural requirements of Article 50(6) of TRIPs
have entered the sphere of Community law so that, whether on application by the parties or of their own
motion, the national courts are required to apply them.

42 It is settled case-law that a provision of an agreement entered into by the Community with non-member
countries must be regarded as being directly applicable when, regard being had to the wording, purpose and
nature of the agreement, it may be concluded that the provision contains a clear, precise and unconditional
obligation which is not subject, in its implementation or effects, to the adoption of any subsequent measure
(see, in that regard, Case 12/86 Demirel v Stadt Schwäbisch Gmünd [1987] ECR 3719, paragraph 14, and
Case C-162/96 Racke v Hauptzollamt Mainz [1998] ECR I-3655, paragraph 31).

43 The Court has already held that, having regard to their nature and structure, the WTO Agreement and the
annexes thereto are not in principle among the rules in the light of which the Court is to review measures of
the Community institutions pursuant to the first paragraph of Article 173 of the EC Treaty (now, after
amendment, the first paragraph of Article 230 EC) (see Case C-149/96 Portugal v Council [1999] ECR I-8395,
paragraph 47).

44 For the same reasons as those set out by the Court in paragraphs 42 to 46 of the judgment in Portugal v
Council, the provisions of TRIPs, an annex to the WTO Agreement, are not such as to create rights upon
which individuals may rely directly before the courts by virtue of Community law.

45 However, the finding that the provisions of TRIPs do not have direct effect in that sense does not fully
resolve the problem raised by the national courts.

46 Article 50(6) of TRIPs is a procedural provision intended to be applied by Community and national courts
in accordance with obligations assumed both by the Community and by the Member States.

47 In a field to which TRIPs applies and in respect of which the Community has already legislated, as is the
case with the field of trade marks, it follows from the judgment in Hermès, in particular paragraph 28 thereof,
that the judicial authorities of the Member States are required by virtue of Community law, when called upon
to apply national rules with a view to ordering provisional measures for the protection of rights falling within
such a field, to do so as far as possible in the light of the wording and purpose of Article 50 of TRIPs.

48 On the other hand, in a field in respect of which the Community has not yet legislated and which
consequently falls within the competence of the Member States, the protection of intellectual property rights,
and measures adopted for that purpose by the judicial authorities, do not fall within the scope of Community
law. Accordingly, Community law neither requires nor forbids that the legal order of a Member State should
accord to individuals the right to rely directly on the rule laid down by Article 50(6) of TRIPs or that it
should oblige the courts to apply that rule of their own motion.

49 The answer to the second question in Case C-392/98 and the only question in Case C-300/98 must
therefore be that:

in a field to which TRIPs applies and in respect of which the Community has already legislated, the judicial
authorities of the Member States are required by virtue of Community law, when called upon to apply
national rules with a view to ordering provisional measures for the protection of
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rights falling within such a field, to do so as far as possible in the light of the wording and purpose of
Article 50 of TRIPs, but

in a field in respect of which the Community has not yet legislated and which consequently falls within the
competence of the Member States, the protection of intellectual property rights, and measures adopted for that
purpose by the judicial authorities, do not fall within the scope of Community law. Accordingly, Community
law neither requires nor forbids that the legal order of a Member State should accord to individuals the right
to rely directly on the rule laid down by Article 50(6) of TRIPs or that it should oblige the courts to apply
that rule of their own motion.

Interpretation of the term intellectual property right

50 The third question in Case C-392/98 is designed to ascertain whether the right to sue under general
provisions of national law concerning wrongful acts, in particular unlawful competition, in order to protect an
industrial design against copying is to be classified as an intellectual property right within the meaning of
Article 50(1) of TRIPs.

51 Thus defined, the question falls into two parts. The first issue is whether an industrial design, such as that
in question in the main proceedings, falls within the scope of TRIPs. If it does, it must then be determined
whether the right to sue under general provisions of national law, such as those relied on in the main
proceedings, in order to protect a design against copying constitutes an intellectual property right within the
meaning of Article 50 of TRIPs.

52 As regards the first issue, the national court has correctly pointed out that, according to Article 1(2) of
TRIPs, the term intellectual property in Article 50 refers to all categories of intellectual property that are the
subject of Sections 1 to 7 of Part II of that agreement. Section 4 concerns industrial designs.

53 Article 25 sets out the conditions for protection of an industrial design under TRIPs. Article 26 concerns
the nature of the protection, possible exceptions and the duration of the protection.

54 It is for the national court to determine whether the industrial design at issue in the main proceedings
satisfies the requirements laid down in Article 25.

55 As to the second issue, TRIPs contains no express definition of what constitutes an intellectual property
right for the purpose of that agreement. It is therefore necessary to interpret this term, which appears many
times in the preamble and in the main body of TRIPs, in its context and in the light of its objectives and
purpose.

56 According to the first recital in its preamble, the objectives of TRIPs are to reduce distortions and
impediments to international trade, ... taking into account the need to promote effective and adequate
protection of intellectual property rights, and to ensure that measures and procedures to enforce intellectual
property rights do not themselves become barriers to legitimate trade. In the second recital, the Contracting
Parties recognise the need for new rules and disciplines concerning:

...

(b) the provision of adequate standards and principles concerning the availability, scope and use of trade-related
intellectual property rights;

(c) the provision of effective and appropriate means for the enforcement of trade-related intellectual property
rights, taking into account differences in national legal systems;

...

57 In the third and fourth recitals, the Contracting Parties recognise the need for a multilateral framework of
principles, rules and disciplines dealing with international trade in counterfeit goods
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and the fact that intellectual property rights are private rights.

58 Article 1(1), concerning the nature and scope of obligations, provides that members are to be free to
determine the appropriate method of implementing the provisions of TRIPs within their own legal system and
practice.

59 Article 62, which constitutes Part IV of TRIPs, entitled Acquisition and maintenance of intellectual
property rights and related inter partes procedures, provides in the first and second paragraphs that the
Contracting Parties may make the acquisition or maintenance of intellectual property rights conditional on
compliance with reasonable procedures and formalities, including procedures for grant or registration. Such
procedures are not, however, an essential requirement for the acquisition or maintenance of an intellectual
property right within the meaning of TRIPs.

60 It is apparent from the foregoing provisions as a whole that TRIPs leaves to the Contracting Parties, within
the framework of their own legal systems and in particular their rules of private law, the task of specifying in
detail the interests which will be protected under TRIPs as intellectual property rights and the method of
protection, provided always, first, that the protection is effective, particularly in preventing trade in counterfeit
goods and, second, that it does not lead to distortions of or impediments to international trade.

61 Legal proceedings to prevent alleged copying of an industrial design may serve to prevent trade in
counterfeit goods and may also impede international trade.

62 It follows that a right to sue under general provisions of national law concerning wrongful acts, in
particular unlawful competition, in order to protect an industrial design against copying may qualify as an
intellectual property right within the meaning of Article 50(1) of TRIPs.

63 It follows from all of the foregoing considerations that the answer to the third question in Case C-392/98
must be that Article 50 of TRIPs leaves to the Contracting Parties, within the framework of their own legal
systems, the task of specifying whether the right to sue under general provisions of national law concerning
wrongful acts, in particular unlawful competition, in order to protect an industrial design against copying is to
be classified as an intellectual property right within the meaning of Article 50(1) of TRIPs.
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Judgment of the Court (Fifth Chamber)
of 7 January 2004

Criminal proceedings against X. Reference for a preliminary ruling: Landesgericht Eisenstadt -
Austria. Counterfeit and pirated goods - No criminal penalty for the transit of counterfeit goods -

Compatibility with Regulation (EC) No 3295/94. Case C-60/02.

In Case C-60/02,

REFERENCE to the Court under Article 234 EC by the Landesgericht Eisenstadt (Austria) for a preliminary
ruling in the criminal proceedings before that court against

X,

on the interpretation of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures
concerning the entry into the Community and the export and re-export from the Community of goods
infringing certain intellectual property rights (OJ 1994 L 341, p. 8), as amended by Council Regulation (EC)
No 241/1999 of 25 January 1999 (OJ 1999 L 27, p. 1).

THE COURT

(Fifth Chamber),

composed of: D.A.O. Edward (Rapporteur), acting for the President of the Fifth Chamber, A. La Pergola and
P. Jann, Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: R. Grass,

after considering the written observations submitted on behalf of:

- Montres Rolex SA, by G. Kucsko, Rechtsanwalt,

- the Austrian Government, by C. Pesendofer, acting as Agent,

- the Finnish Government, by E. Bygglin, acting as Agent,

- the Commission of the European Communities, by J.C. Schieferer, acting as Agent,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 5 June 2003,

gives the following

Judgment

Costs

65 The costs incurred by the Austrian and Finnish Governments and by the Commission of the European
Communities, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the proceedings pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT

(Fifth Chamber),

in answer to the question referred to it by the Landesgericht Eisenstadt by order of 17 January 2002, hereby
rules:
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1. Articles 2 and 11 of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures
concerning the entry into the Community and the export and re-export from the Community of goods
infringing certain intellectual property rights, as amended by Council Regulation (EC) No 241/1999 of 25
January 1999, are applicable to situations in which goods in transit between two countries not belonging to
the European Community are temporarily detained in a Member State by the customs authorities of that State.

2. The duty to interpret national law so as to be compatible with Community law, in the light of its wording
and purpose, in order to attain the aim pursued by the latter, cannot, of itself and independently of a law
adopted by a Member State, have the effect of determining or aggravating the liability in criminal law of an
entity which has failed to meet the requirements of Regulation No 3295/94.

1 By order of 17 January 2002, received at the Court on 25 February 2002, the Landesgericht (Regional
Court) Eisenstadt referred to the Court for a preliminary ruling under Article 234 EC a question on the
interpretation of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures concerning
the entry into the Community and the export and re-export from the Community of goods infringing certain
intellectual property rights (OJ 1994 L 341, p. 8), as amended by Council Regulation (EC) No 241/1999 of 25
January 1999 (OJ 1999 L 27, p. 1) (`Regulation No 3295/94').

2 That question was raised in a number of judicial investigations conducted at the request of Montres Rolex
SA (`Rolex'), Tommy Hilfiger Licensing Inc., La Chemise Lacoste SA, Guccio Gucci SpA and The GAP Inc.,
all of whom are trade mark proprietors, following the confiscation by the Kittsee customs authorities (Austria)
of shipments of goods presumed to be counterfeit copies of those companies' brands.

Legal background

Community law

3 In accordance with Article 1 of Regulation No 3295/94, that regulation lays down:

`(a) the conditions under which the customs authorities shall take action where goods suspected of being
goods referred to in paragraph 2(a) are:

- entered for free circulation, export or re-export, in accordance with Article 61 of Council Regulation (EEC)
No 2913/92 of 12 October 1992 establishing the Community Customs Code,

- found in the course of checks on goods under customs supervision within the meaning of Article 37 of
Council Regulation (EEC) No 2913/92, placed under a suspensive procedure within the meaning of Article
84(1)(a) of that regulation, re-exported subject to notification or placed in a free zone or free warehouse
within the meaning of Article 166 thereof;

and

(b) the measures which shall be taken by the competent authorities with regard to those goods where it has
been established that they are indeed goods referred to in paragraph 2(a).'

4 Article 1(2)(a) of Regulation No 3295/94 provides, inter alia, that `goods infringing an intellectual property
right' means counterfeit goods.

5 That provision states that counterfeit goods include:

`- goods, including the packaging thereof, bearing without authorisation a trade mark which is identical to the
trade mark validly registered in respect of the same type of goods, or which cannot be distinguished in its
essential aspects from such trade mark, and which thereby infringes the rights of the holder of the trade mark
in question under Community law or the law of the Member
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State where the application for action by the customs authorities is made,

- any trade mark symbol (logo, label, sticker, brochure, instructions for use, guarantee document) whether
presented separately or not, in the same circumstances as the goods referred to in the first indent,

- packaging materials bearing the trade marks of counterfeit goods, presented separately in the same
circumstances as the goods referred to in the first indent'.

6 Article 2 of Regulation No 3295/94 provides:

`The entry into the Community, release for free circulation, export, re-export, placing under a suspensive
procedure or placing in a free zone or free warehouse of goods found to be goods referred to in Article
1(2)(a) on completion of the procedure provided for in Article 6 shall be prohibited.'

7 Article 3 of that regulation provides, inter alia, that the holder of a trade mark may lodge an application in
writing with the competent service of the customs authority for action by the customs authorities in relation to
goods suspected to be counterfeit.

8 In accordance with the first subparagraph of Article 6(1) of the same regulation, where a customs office to
which the decision granting an application by the holder of a trade mark has been forwarded is satisfied that
the goods correspond to the description of the counterfeit goods contained in that decision, it is to suspend
release of those goods or detain them.

9 Article 8 of Regulation No 3295/94 provides:

`1. Without prejudice to the other forms of legal recourse open to the right-holder, Member States shall adopt
the measures necessary to allow the competent authorities:

(a) as a general rule, and in accordance with the relevant provisions of national law, to destroy goods found
to be goods referred to in Article 1(2)(a), or dispose of them outside the channels of commerce in such a
way as to preclude injury to the holder of the right, without compensation of any sort and without cost to
the Exchequer;

(b) to take, in respect of such goods, any other measures having the effect of effectively depriving the persons
concerned of the economic benefits of the transaction.

Save in exceptional cases, simply removing the trade marks which have been affixed to the counterfeit goods
without authorisation shall not be regarded as having such effect.

...

3. In addition to the information given pursuant to the second subparagraph of Article 6(1) and under the
conditions laid down therein, the customs office or the competent service shall inform the holder of the right,
upon request, of the names and addresses of the consignor, of the importer or exporter and of the
manufacturer of the goods found to be goods referred to in Article 1(2)(a) and of the quantity of the goods in
question.'

10 Article 11 of Regulation No 3295/94 provides:

`Moreover, each Member State shall introduce penalties to apply in the event of infringements of Article 2.
Such penalties shall be effective and proportionate and constitute an effective deterrent.'

National law

11 Paragraph 1 of the Strafgesetzbuch (Austrian Criminal Code) provides:

`Punishments or preventive measures may be imposed only for offences which are expressly classified by
statute as punishable under criminal law and which were punishable at the time of their commission.'
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12 Paragraph 84(1) of the Strafprozeßordnung (Austrian Code of Criminal Procedure) states:

`Where an authority or public entity suspects the commission of an offence which is subject to investigation
ex officio, and which falls within its statutory area of responsibility, that authority or entity is obliged to
report the offence to a public prosecutor's office or a security authority'.

13 Paragraph 10(1) of the Markenschutzgesetz (Law on the protection of trade marks; `the MSchG') provides:

`Without prejudice to earlier rights, the registered trade mark shall confer on the proprietor the exclusive right
to prevent all third parties not having his consent from using in the course of trade:

(1) any sign which is identical to the trade mark in relation to goods or services which are identical to those
for which the trade mark is registered;

(2) any sign which is identical or similar to the trade mark in relation to identical or similar goods or services
where there exists a likelihood of confusion on the part of the public, which includes the likelihood of
association between the sign and the trade mark.'

14 According to Paragraph 10a of the MSchG, the use of a sign to designate a product or service includes, in
particular:

`(1) affixing the sign to the goods or to the packaging thereof, or to objects in respect of which the service
is, or is intended to be, provided;

(2) offering the goods, or putting them on the market or stocking them for those purposes under that sign, or
offering or supplying services thereunder;

(3) importing or exporting the goods under the sign;

(4) using the sign on business papers and announcements, and in advertising.'

15 Paragraph 60 of the MSchG lists the penalties which apply to the counterfeit of trade marks.

The dispute in the main proceedings and the question referred to the Court

16 Rolex, which is one of the complainants in the main proceedings, is the holder of various protected trade
marks. Its trade mark rights were infringed by unidentified persons seeking to transport 19 counterfeit watches
bearing the Rolex trade mark from Italy to Poland, by way of Austria. According to Rolex, that infringement
of its trade mark rights is punishable under Paragraphs 10 and 60(1) and (2) of the MSchG. It therefore
requested the Landesgericht Eisenstadt to open a judicial investigation against X in respect of alleged
infringements of those provisions.

17 Tommy Hilfiger Licensing Inc. and La Chemise Lacoste SA, both holders of various protected trade marks,
likewise sought the opening of a judicial investigation against X in respect of alleged infringements of the
same provisions of the MSchG. However, on 8 March 2003, the national court informed the Court of Justice
that the second of the abovementioned companies had withdrawn its action.

18 Guccio Gucci SpA and The GAP Inc., both holders of various protected trade marks, also sought the
opening of a judicial investigation against X, whom they had identified as probably being either the director
or proprietor of Beijing Carpet Import, a company established in Beijing (China), or the director or proprietor
of H. SW Spol SRO, a company established in Bratislava (Slovakia).

19 According to the Landesgericht, in order to institute a judicial investigation under Paragraph 84(1) of the
Strafprozeßordnung, the conduct complained of must constitute a criminal offence. The national court also
observes that Article 7(1) of the European Convention for the Protection
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of Human Rights and Fundamental Freedoms, which has the status of a constitutional law in the Austrian
legal system, prohibits the punishment of acts which, at the time of their commission, were not illegal under
national or international law.

20 Under the MSchG, only the import and export of counterfeit goods, and not their mere transit across the
national territory, constitutes illegal use of a trade mark. Moreover, Austrian criminal law draws a clear
distinction between the concepts of import and export on the one hand, and that of the transit of goods on the
other.

21 The national court refers to Case C-383/98 Polo/Lauren [2000] ECR I-2519 in which the Court of Justice
held that Regulation No 3295/94 also applies to situations in which goods imported from one non-member
country are exported to another non-member country, which implies that that regulation also applies to the
mere transit of goods. However, since that judgment was given in a civil case, the national court is uncertain
as to whether the same reasoning is applicable at criminal law when no criminal offence has been committed
under national law.

22 In those circumstances, the Landesgericht Eisenstadt decided, by its order for reference, as rectified by
order of 4 March 2002, to stay the proceedings and refer the following question to the Court for a preliminary
ruling:

`Is a provision of national law, in casu Paragraph 60(1) and (2) of the MSchG, in conjunction with Paragraph
10a thereof, which may be interpreted as meaning that the mere transit of goods manufactured/distributed in
contravention of provisions of the law on trademarks is not punishable under criminal law, contrary to Article
2 of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures to prohibit the release
for free circulation, export, re-export or entry for a suspensive procedure of counterfeit and pirated goods, as
amended by Council Regulation (EC) No 241/1999 of 25 January 1999?'

Admissibility of the request for a preliminary ruling

Observations submitted to the Court

23 According to Rolex, a national court may refer a question to the Court of Justice only if there is a case
pending before it and it is called upon to give judgment in proceedings intended to lead to a decision of a
judicial nature (see, to that effect, Case 138/80 Borker [1980] ECR 1975, paragraph 4; Case 318/85 Greis
Unterweger [1986] ECR 955, paragraph 4, and Case C-111/94 Job Centre [1995] ECR I-3361, paragraph 9).

24 In Austrian law, the purpose of a preliminary investigation is to conduct an initial examination of the
allegations of a criminal offence and to clarify the facts to the extent necessary to uncover any evidence likely
to result in the discontinuance of the criminal proceedings or in their prosecution. The decision as to whether
to open a preliminary investigation is therefore not of a judicial nature. Accordingly, the request for a
preliminary ruling in this case is not admissible.

Findings of the Court

25 The Court has already had occasion to rule in favour of the admissibility of a request for a preliminary
ruling arising in the context of a preparatory inquiry in criminal proceedings, which could have resulted in an
order that no further action be taken, a summons to appear, or an acquittal (see, to that effect, Case 14/86
Pretore di Salo [1987] ECR 2545, paragraphs 10 and 11).

26 Furthermore, in Case 338/85 Pardini [1988] ECR 2041, the Court agreed to answer questions raised in
proceedings concerning interim measures which could be confirmed, varied or revoked.

27 Moreover, in the proceedings pending before the national court, that court will in any event, as the
Advocate General correctly observed in point 22 of his Opinion, adopt a decision of a judicial
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nature, whether or not that decision relates to the possible application of criminal penalties, to the confiscation
and destruction of the goods suspected of being counterfeit, or to an acquittal or an order that no further
action be taken.

28 Finally, the choice of the most appropriate time to refer a question to the Court for a preliminary ruling
lies within the exclusive jurisdiction of the national court (see, in particular, Joined Cases 36/80 and 71/80
Irish Creamery Milk Suppliers Association and Others [1981] ECR 735, paragraphs 5 to 8; Case 72/83
Campus Oil and Others [1984] ECR 2727, paragraph 10; Case C-66/96 Høj Pedersen and Others [1998] ECR
I-7327, paragraphs 45 and 46, and Case C-236/98 JämO [2000] ECR I-2189, paragraphs 30 and 31).

29 The request for a preliminary ruling is therefore admissible.

The question referred to the Court

Observations submitted to the Court

30 According to Rolex and the Austrian Government, Regulation No 3295/94 also applies to goods in transit
from one non-member country to another non-member country passing through the Community territory
(Polo/Lauren, cited above, paragraph 27). The adoption of Regulation No 241/1999 has not in any way
affected that interpretation (Polo/Lauren, paragraph 28).

31 The Austrian Government infers from Articles 6(2)(b) and 11 of Regulation No 3295/94 that the Member
States are empowered to lay down in their national law the penalties applicable to such offences, but that it is
the provisions of that regulation, and in particular Article 2 thereof, which establish what constitutes a
punishable offence. Therefore, the Austrian authorities are obliged to impose penalties on the mere transit of
counterfeit goods through Austria.

32 Rolex explains that at the material time in the case which gave rise to the judgment in Polo/Lauren, which
was prior to the reform brought about by the MSchG, there was no detailed description in the provisions of
Austrian law relating to counterfeit goods of what constituted the use of a trade mark to designate goods or
services. Accordingly, in its judgment of 29 September 1986, Baygon, the Oberster Gerichtshof (Supreme
Court) (Austria) took the view that there was no infringement of trade mark law if the product bearing the
foreign trade mark was exported to another non-member country where it was then placed on the market.

33 On 23 July 1999, a major reform of trade mark law came into effect in Austria with the adoption of the
Markenrechts-Novelle 1999 (Law amending the law on trade marks) (BGBl. I, 1999/111). In particular, trade
mark law was brought into line with the First Council Directive 89/104/EEC of 21 December 1988 to
approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1). Article 5(3) of that
directive was thus transposed into Austrian law, namely by the new Article 10a of the MSchG.

34 In the preparatory documents relating to that law, there is an express reference to the rejection of the
ruling of the Oberster Gerichtshof in Baygon. The Austrian legislature thus clearly provided that in Austrian
law the reexport, and therefore also the mere transit, of goods can constitute an infringement of trade mark
law.

35 Therefore, the interpretation advocated by the national court, whereby the mere transit of goods
manufactured in breach of the provisions of trade mark law is not subject to criminal penalties, is incorrect.

36 Rolex adds that Article 10 et seq. of the MSchG provide for both civil-law remedies and criminal penalties
for infringements of trade mark law. For reasons of legal certainty and the predictability of judicial decisions,
it is inconceivable that one and the same rule should be interpreted differently depending on whether it
provides for civil-law remedies or imposes criminal penalties.
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37 According to the Finnish Government, Regulation No 3295/94 was adopted on the basis of Article 113 of
the EC Treaty (now, after amendment, Article 133 EC), the purpose of which is to protect, by way of the
common commercial policy, trade in the Community, in particular at its borders, by adequate measures.
Regulation No 3295/94 thus protects, first, the internal market against counterfeit and pirated goods, and
second, the holders of intellectual property rights against any infringement of those rights.

38 Article 11 of Regulation No 3295/94 requires Member States to introduce penalties for infringements of
Article 2 of that regulation. Those penalties must be effective and proportionate and constitute an effective
deterrent.

39 Moreover, the principle of equivalence requires that the penalties for infringements of Community law
must, both as regards substantive and procedural requirements, be comparable to those applicable to
infringements of corresponding national provisions. The Member States could thus indirectly be required to lay
down criminal penalties.

40 The Finnish Government considers that if Austrian law does not lay down effective penalties for the transit
of counterfeit and pirated goods, it is in breach of Community law.

41 According to that Government, in order to ensure the effective implementation of Community law, it is
essential that the provisions of secondary law are applied in a uniform manner in all the Member States. If
counterfeit goods could be transported across Community territory without incurring any effective penalties by
virtue of a mere declaration that the final destination of those goods is in a non-member country, there would
be a high risk of shipments declared as being in transit in fact ending up on the Community market as a
result of exploitation of the weaknesses in the Community transit system. That is a classic method for
offences relating to the transport of alcohol and tobacco.

42 The Commission regrets the fact that the order for reference does not contain adequate information on the
details of the customs arrangements applicable to counterfeit goods or on the customs status of such goods in
order to determine the precise legal provisions applicable in the case at issue in the main proceedings. The
order for reference does not state whether or not the goods originated in the Community. As regards the
proceedings following the complaint lodged by Rolex, the order for reference states that before entering
Poland the goods were `imported' into Austria from Italy. As regards the proceedings relating to the
complaints lodged by La Chemise Lacoste SA and Guccio Gucci SpA, the goods were imported into Austria
from China and destined for Slovakia.

43 According to the Commission, it is therefore necessary to consider several possible scenarios.

44 If the goods did not originate in the Community, the order for reference does not provide any information
as to the applicable customs regime. Therefore, the question remains as to whether the case concerns a transit
operation or another customs regime. Likewise, it remains unclear whether the goods were lawfully brought
onto the Community customs territory.

45 On the other hand, if the goods originated in the Community, it should be held that, being imported from
Italy, they are already in free circulation since they have acquired the status of Community goods on the
customs territory of the Community.

46 If that is the case, the Commission recalls that Regulation No 3295/94 does not concern counterfeit goods
which are manufactured or marketed in the Community, but only those coming from non-member countries
(see Case C-23/99 Commission v France [2000] ECR I-7653, paragraph 3). In that case, the issue of the
compatibility of Austrian law with that regulation does not arise and the request for a preliminary ruling is
inadmissible.

47 Finally, if the goods did not originate in the Community and have not been placed under a Community
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customs regime, they must be regarded as having been unlawfully imported onto the Community customs
territory. In that case, there is nothing to support the conclusion that in the case at issue in the main
proceedings there is any contradiction between the sufficiently clear provisions of Regulation No 3295/94 and
the relevant provisions of Austrian law.

48 In relation to Articles 8(1) and 11 of Regulation No 3295/94, the Commission refers to two possibilities.

49 The first possibility is that the Republic of Austria took the measures provided for in Article 8(1) of the
regulation, but that their application to the transit procedure is called in question by national provisions which
are capable of being interpreted as running counter to those measures.

50 The second possibility is that that Member State did not take the measures provided for in Article 8(1) of
Regulation No 3295/94. That raises the issue of the application of the rule laid down in that article in so far
as there are provisions of national law establishing that the transit of the goods concerned does not constitute
illegal use of a trade mark.

51 In addition, the Commission concludes from paragraphs 23 to 25 of the judgment in Case C-223/98 Adidas
[1999] ECR I-7081 that where counterfeit or pirated goods are placed under a suspensory procedure, such as
the transit arrangements, national provisions that can be interpreted as set out in the preceding paragraph are
in breach of Article 2 of Regulation No 3295/94. In its view, the national provisions must be interpreted so as
to be compatible with Article 2 of the regulation with the result that, inter alia, the measures provided for in
Article 8(1) of the regulation are to apply to goods placed under a suspensory procedure.

52 However, the Commission submits that a particular problem could arise in relation to Article 11 of
Regulation No 3295/94. The obligation on the national court to interpret the relevant rules of its national law
in the light of the content of Community law finds its limits in the general principles of law which form part
of the Community legal system and, in particular, in the principles of legal certainty and non-retroactivity in
criminal law.

53 Accordingly, in Case 80/86 Kolpinghuis Nijmegen [1987] ECR 3969, paragraphs 12 and 13, the Court held
that the unimplemented provisions of a directive cannot, of themselves and independently of a national law
adopted by a Member State for their implementation, have the effect of determining or aggravating the
liability in criminal law of persons who infringe the provisions of that directive. The Commission concludes
that where national provisions lend themselves to an interpretation which is incompatible with the prohibitions
laid down in Article 2 of Regulation No 3295/94, those prohibitions cannot, of themselves, have the effect of
determining or aggravating the liability in criminal law of persons who infringe them.

Findings of the Court

54 It should be recalled at the outset that, as the Court stated in paragraph 29 of Polo/Lauren, Article 1 of
Regulation No 3295/94 is to be interpreted as being applicable where goods imported from a non-member
country, are, in the course of their transit to another non-member country, temporarily detained in a Member
State by the customs authorities of that State on the basis of that regulation and at the request of the company
which holds the rights claimed to have been infringed.

55 It must also be recalled that Article 11 of Regulation No 3295/94 requires Member States to introduce
penalties for infringements of the prohibition laid down in Article 2 of the regulation on the release for free
circulation, export, re-export and placing under a suspensive procedure of counterfeit goods.

56 Moreover, as the Advocate General correctly observed in point 36 of his Opinion, the interpretation of the
scope of that regulation is not conditional upon the type of national proceedings (civil,
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criminal, administrative) in which that interpretation is relied on.

57 The national court considers that Article 60 of the MSchG can be interpreted as not applying to the mere
transit of goods, which is challenged by the Austrian Government and the complainants in the main
proceedings.

58 It is not for the Court of Justice to rule on the interpretation of national law, which is a matter for the
national court alone. If the national court were to find that the relevant provisions of national law do not
prohibit and, thus, do not penalise the mere transit of counterfeit goods through the Member State concerned,
contrary none the less to the requirements under Articles 2 and 11 of Regulation No 3295/94, it would be
proper to conclude that those articles preclude the national provisions in question.

59 Moreover, according to settled case-law, national courts are required to interpret their national law within
the limits set by Community law, in order to achieve the result intended by the Community rule in question
(see Case C-106/89 Marleasing [1990] ECR I-4135, paragraph 8, and Case C-262/97 Engelbrecht [2000] ECR
I-7321, paragraph 39).

60 If such a compatible interpretation is possible, it will be for the national court, in order to secure for
holders of intellectual property rights protection of those rights against abuses prohibited by Article 2 of
Regulation No 3295/94, to apply to the transit of counterfeit goods across the national territory the civil-law
remedies applicable under national law to other conduct prohibited by that article, provided that they are
effective and proportionate and constitute an effective deterrent.

61 However, a particular problem arises where the principle of compatible interpretation is applied to criminal
matters. As the Court has also held, that principle finds its limits in the general principles of law which form
part of the Community legal system and, in particular, in the principles of legal certainty and non-retroactivity.
In that regard, the Court has held on several occasions that a directive cannot, of itself and independently of a
national law adopted by a Member State for its implementation, have the effect of determining or aggravating
the liability in criminal law of persons who act in contravention of the provisions of that directive (see, in
particular, Pretore di Salo, paragraph 20; Case C-168/95 Arcaro [1996] ECR I-4705, paragraph 37, and Joined
Cases C-74/95 and C-129/95 X [1996] ECR I-6609, paragraph 24).

62 Even though in the case at issue in the main proceedings the Community rule in question is a regulation,
which by its very nature does not require any national implementing measures, and not a directive, Article 11
of Regulation No 3295/94 empowers Member States to adopt penalties for infringements of Article 2 of that
regulation, thereby making it possible to transpose to the present case the Court's reasoning in respect of
directives.

63 If the national court reaches the conclusion that national law does not prohibit the transit of counterfeit
goods across Austrian territory, the principle of non-retroactivity of penalties, as enshrined in Article 7 of the
European Convention for the Protection of Human Rights and Fundamental Freedoms, which is a general
principle of Community law common to the constitutional traditions of the Member States, would prohibit the
imposition of criminal penalties for such conduct, even if the national rule were contrary to Community law.

64 The answer to the question referred by the national court must therefore be:

- Articles 2 and 11 of Council Regulation No 3295/94 are applicable to situations in which goods in transit
between two countries not belonging to the European Community are temporarily detained in a Member State
by the customs authorities of that State.

- The duty to interpret national law so as to be compatible with Community law, in the light of
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its wording and purpose, in order to attain the aim pursued by the latter, cannot, of itself and independently of
a law adopted by a Member State, have the effect of determining or aggravating the liability in criminal law
of an entity which has failed to observe the requirements of Regulation No 3295/94.
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Judgment of the Court (First Chamber)
of 6 April 2000

The Polo/Lauren Company LP v PT. Dwidua Langgeng Pratama International Freight Forwarders.
Reference for a preliminary ruling: Oberster Gerichtshof - Austria.

Common commercial policy - Regulation (EC) No 3295/94 - Prohibition of the release for free
circulation, export, re-export or entry for a suspensive procedure of counterfeit and pirated goods -

Whether applicable to goods in external transit - Validity.
Case C-383/98.

1. Common commercial policy - Measures designed to prevent the marketing of counterfeit and pirated goods
- Regulation No 3295/94 - Scope - Goods in external transit - Whether included

(Council Regulations No 2913/92, Art. 84(1)(a), and No 3295/94, Art. 1)

2. Common commercial policy - Measures designed to prevent the marketing of counterfeit and pirated goods
- Regulation No 3295/94 - Community competence

(EC Treaty, Art. 113 (now, after amendment, Art. 133 EC; Council Regulation No 3295/94)

1. Article 1 of Regulation No 3295/94 laying down measures to prohibit the release for free circulation,
export, re-export or entry for a suspensive procedure of counterfeit and pirated goods must be interpreted as
being applicable where goods of the type specified in that regulation, imported from a non-member country,
are, in the course of their transit to another non-member country, temporarily detained in a Member State by
the customs authorities of that State on the basis of that regulation and at the request of the company which
holds rights in respect of those goods which it claims have been infringed and whose registered office is in a
non-member country.

According to Article 1(1)(a) of that regulation, the latter applies where counterfeit or pirated goods are found
when checks are made on goods placed under a suspensive procedure within the meaning of Article 84(1)(a)
of Regulation No 2913/92 establishing the Community Customs Code. Under this latter provision, the term
suspensive procedure designates, inter alia, external transit, that is to say, a customs procedure allowing the
movement of non-Community goods from one point to another within the customs territory of the Community
without those goods being subject to import duties or other charges under the Community Customs Code. The
regulation is thus expressly designed to apply to goods passing through Community territory from a
non-member country destined for another non-member country. It does not matter in this regard whether the
holder of the right or those entitled under him have their registered office in a Member State or outside the
Community.

(see paras 26-28 and operative part 1 )

2. Since the Court has ruled that measures at border crossing points intended to enforce intellectual property
rights could be adopted autonomously by the Community institutions on the basis of Article 113 of the EC
Treaty (now, after amendment, Article 133 EC), the Community was empowered, under that article, to
introduce common rules for stopping counterfeit goods under a suspensive customs procedure such as the
external transit procedure. It was thus empowered to adopt Regulation No 3295/94 laying down measures to
prohibit the release for free circulation, export, re-export or entry for a suspensive procedure of counterfeit and
pirated goods.

The external transit of non-Community goods, moreover, is not devoid of effect on the internal market. It is,
in fact, based on a legal fiction. Goods placed under this procedure are subject neither to the corresponding
import duties nor to the other measures of commercial policy; it is as if they had not entered Community
territory. In reality, they are imported from a non-member country and pass through one or more Member
States before being exported to another non-member country. This operation is all the more liable to have a
direct effect on the internal market as there is a risk that counterfeit goods placed under the external transit
procedure may be fraudulently
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brought on to the Community market.

(see paras 32-34 and operative part 2 )

In Case C-383/98,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Oberster
Gerichtshof (Austria) for a preliminary ruling in the proceedings pending before that court between

The Polo/Lauren Company, L.P.

and

PT. Dwidua Langgeng Pratama International Freight Forwarders

on the interpretation of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures to
prohibit the release for free circulation, export, re-export or entry for a suspensive procedure of counterfeit and
pirated goods (OJ 1994 L 341, p. 8),

THE COURT (First Chamber),

composed of: L. Sevon, President of the Chamber, P. Jann and M. Wathelet (Rapporteur), Judges,

Advocate General: D. Ruiz-Jarabo Colomer,

Registrar: H.A. Rühl, Principal Administrator,

after considering the written observations submitted on behalf of:

- The Polo/Lauren Company, L.P., by F. Wohlfahrt, Rechtsanwalt, Vienna,

- the Austrian Government, by C. Stix-Hackl, Gesandte in the Federal Ministry of Foreign Affairs, acting as
Agent,

- the German Government, by W.-D. Plessing, Ministerialrat in the Federal Ministry of Finance, and A.
Dittrich, Ministerialrat in the Federal Ministry of Justice, acting as Agents,

- the French Government, by K. Rispal-Bellanger, Head of Subdirectorate in the Legal Affairs Directorate of
the Ministry of Foreign Affairs, and A. de Bourgoing, Chargé de Mission in that directorate, acting as Agents,

- the Finnish Government, by H. Rotkirch, Ambassador, Head of the Legal Service in the Ministry of Foreign
Affairs, and T. Pynnä, Legal Adviser in the Ministry of Foreign Affairs, acting as Agents,

- the Commission of the European Communities, by J.C. Schieferer and R. Tricot, of its Legal Service, acting
as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of the French Government, represented by A. Maitrepierre, Chargé de
Mission in the Legal Affairs Directorate of the Ministry of Foreign Affairs, acting as Agent; of the Finnish
Government, represented by E. Bygglin, Legal Adviser in the Ministry of Foreign Affairs, acting as Agent;
and of the Commission, represented by J.C. Schieferer, at the hearing on 16 December 1999,

after hearing the Opinion of the Advocate General at the sitting on 16 December 1999,

gives the following

Judgment
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Costs

36 The costs incurred by the Austrian, German, French and Finnish Governments and by the Commission,
which have submitted observations to the Court, are not recoverable. Since these proceedings are, for the
parties to the main proceedings, a step in the proceedings pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT (First Chamber),

in answer to the questions referred to it by the Oberster Gerichtshof by order of 29 September 1998, hereby
rules:

1. Article 1 of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures to prohibit
the release for free circulation, export, re-export or entry for a suspensive procedure of counterfeit and pirated
goods is to be interpreted as being applicable where goods of the type specified in Regulation No 3295/94,
imported from a non-member country, are, in the course of their transit to another non-member country,
temporarily detained in a Member State by the customs authorities of that State on the basis of that regulation
and at the request of the company which holds rights in respect of those goods which it claims have been
infringed and whose registered office is in a non-member country.

2. Consideration of the questions raised has revealed no factor of such a kind as to affect the validity of
Regulation No 3295/94.

1 By order of 29 September 1998, received at the Court on 26 October 1998, the Oberster Gerichtshof
(Supreme Court), Austria, referred for a preliminary ruling under Article 177 of the EC Treaty (now Article
234 EC) a question concerning the interpretation of Council Regulation (EC) No 3295/94 of 22 December
1994 laying down measures to prohibit the release for free circulation, export, re-export or entry for a
suspensive procedure of counterfeit and pirated goods (OJ 1994 L 341, p. 8) (hereinafter the Regulation).

2 That question has arisen in a dispute between The Polo/Lauren Company, L.P. (hereinafter Polo/Lauren), a
company incorporated under American State law, and PT. Dwidua Langgeng Pratama International Freight
Forwarders (hereinafter Dwidua), a company incorporated under Indonesian law, following the detention by the
Austrian customs authorities of T-shirts suspected of being counterfeits of Polo/Lauren brands.

The Community-law framework

3 According to the second recital in its preamble, the Regulation, which is based in particular on Article 113
of the EC Treaty (now, after amendment, Article 133 EC), is intended to prevent, as far as possible,
counterfeit and pirated goods from being placed on the market and to adopt measures to that end to deal
effectively with unlawful trade in such goods, an objective which is also being pursued through efforts being
made along the same lines at international level.

4 According to the sixth recital in the preamble to the Regulation, the Community has taken into account the
terms of the GATT (General Agreement on Tariffs and Trade) agreement on trade-related intellectual property
issues, including trade in counterfeit goods, in particular the measures to be taken at the frontier.

5 Article 1(1) of the Regulation provides:

This Regulation shall lay down:
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(a) the conditions under which the customs authorities shall take action where goods suspected of being
counterfeit or pirated are:

- entered for free circulation, export or re-export,

- found when checks are made on goods placed under a suspensive procedure within the meaning of Article
84(1)(a) of Council Regulation (EEC) No 2913/92 of 12 October 1992 establishing the Community Customs
Code, or re-exported subject to notification; and

(b) the measures which shall be taken by the competent authorities with regard to those goods where it has
been established that they are indeed counterfeit or pirated.

6 Article 84(1)(a) of Council Regulation (EEC) No 2913/92 of 12 October 1992 establishing the Community
Customs Code (OJ 1992 L 302, p. 1) (hereinafter the Community Customs Code) states that, where the term
[suspensive] procedure is used, it is understood as applying:

in the case of non-Community goods, to the following arrangements:

- external transit;

- customs warehousing;

- inward processing in the form of a system of suspension;

- processing under customs control;

- temporary importation.

7 Under Article 3 of the Regulation, the holder of a production or trade mark, copyright or neighbouring
rights, or a design right (hereinafter the holder of the right) may lodge an application in writing with the
competent service of the customs authority for action by the customs authorities in relation to goods which he
suspects to be counterfeit or pirated goods. This application must include a description of the goods and proof
that the applicant is the holder of the right. The application must also specify the length of the period during
which the customs authorities are requested to take action.

8 Article 3 of the Regulation provides that the holder of the right must also provide all other pertinent
information available to him to enable the competent customs service to take a decision in full knowledge of
the facts, that information not, however, being a condition of admissibility of the application. The application
must then be dealt with by the competent customs service, which must forthwith notify the applicant in
writing of its decision.

9 Under Article 4 of the Regulation, the customs authority may also detain goods on its own initiative where,
in the course of checks made under one of the customs procedures referred to in Article 1(1)(a) of the
Regulation and before an application by the holder of the right has been lodged or approved, it appears
evident to the customs office that goods are counterfeit or pirated. In accordance with the rules in force in the
Member State concerned, the customs authority may notify the holder of the right, where known, of a possible
infringement thereof. The customs authority is in that case authorised to suspend release of the goods or to
detain them for a period of three working days to enable the holder of the right to lodge an application for
action in accordance with Article 3 of the Regulation.

10 Article 5 of the Regulation provides that the decision granting the application by the holder of the right
must be forwarded immediately to the customs offices of the Member State which are liable to be concerned
with the goods alleged in the application to be counterfeit or pirated.

11 The first subparagraph of Article 6(1) of the Regulation provides that where a customs office to which the
decision granting an application by the holder of a right has been forwarded pursuant
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to Article 5 is satisfied, after consulting the applicant where necessary, that specified goods correspond to the
description of the counterfeit or pirated goods contained in that decision, it must suspend release of the goods
or detain them.

12 Under the second subparagraph of Article 6(1) of the Regulation, the customs office or the service which
dealt with the application in accordance with Article 3 must immediately inform the declarant and the person
who applied for action to be taken. While complying with national provisions on the protection of personal
data, commercial and industrial secrecy and professional and administrative confidentiality, the customs office
or the service which dealt with the application must notify the holder of the right, at his request, of the name
and address of the declarant and, if known, of those of the consignee so as to enable the holder of the right
to ask the competent authorities to take a substantive decision.

13 Suspension of release or detention of goods is to be temporary. Article 7(1) of the Regulation provides that
if, within ten working days of notification of suspension of release or of detention, the customs office which
suspended release or detained the goods has not been informed that the matter has been referred to the
authority competent to take a substantive decision on the case or that the duly empowered authority has
adopted interim measures, the goods must be released, provided that all customs formalities have been
complied with and the detention order has been revoked. This period may, in appropriate cases, be extended
by a maximum of ten working days.

14 Subsequent to the facts in the main proceedings, the Regulation was amended by Council Regulation (EC)
No 241/1999 of 25 January 1999 (OJ 1999 L 27, p. 1). Article 1(1)(a) of the Regulation now reads as
follows:

1. This Regulation lays down:

(a) the conditions under which the customs authorities shall take action where goods suspected of being goods
referred to in paragraph 2(a) are:

- entered for free circulation, export or re-export, in accordance with Article 61 of Council Regulation (EEC)
No 2913/92 of 12 October 1992 establishing the Community Customs Code;

- found in the course of checks on goods under customs supervision within the meaning of Article 37 of
Council Regulation (EEC) No 2913/92, placed under a suspensive procedure within the meaning of Article
84(1)(a) of that Regulation, re-exported subject to notification or placed in a free zone or free warehouse
within the meaning of Article 166 thereof.

The dispute in the main proceedings and the Austrian legislation

15 Polo/Lauren, which has its registered office in New York (United States of America), is the holder of
several verbal and pictorial trade marks that are registered in Austria and are known throughout the world.

16 Relying on Article 3(1) of the Regulation, Polo/Lauren obtained from the Austrian customs authorities a
decision requiring the customs offices to suspend release or to detain Polo T-shirts featuring its verbal and
pictorial trade marks in so far as the goods in question were counterfeit or pirated.

17 Pursuant to that decision, 633 Polo T-shirts were temporarily detained in a customs warehouse in Linz.
The consignor of the goods was Dwidua, which has its registered office in Indonesia, and the consignee of the
goods was Olympic - SC, a company with its registered office in Poland.

18 Polo/Lauren applied to the Landesgericht (Regional Court) Linz for an order prohibiting Dwidua from
marketing those goods bearing its protected pictorial or verbal trade marks and authorising Polo/Lauren to
destroy, at Dwidua's expense, the T-shirts detained by the customs authorities.
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Polo/Lauren applied to that court because the goods in question were temporarily detained in a customs
warehouse situated within the area of that court's jurisdiction.

19 However, when the Landesgericht Linz ruled that it lacked jurisdiction ratione loci and the
Oberlandesgericht (Higher Regional Court) Linz, to which the matter was appealed, upheld that ruling,
Polo/Lauren appealed on a point of law (Revision) to the Oberster Gerichtshof.

20 The Oberster Gerichtshof is unsure whether the Regulation applies where goods imported from a
non-member country are temporarily detained by a customs office while they are in transit to another
non-member country and where the holder of the right has its registered office in a non-member country. It
takes the view that there are good grounds for arguing that the Regulation covers only those situations in
which goods may come on to the common market or are, at least, capable of having an effect on that market.

21 The Oberster Gerichtshof also points out that a specific measure will be subject to Community law only if,
on the basis of a full assessment of all the circumstances, it is liable to jeopardise free trade between Member
States. It accordingly takes the view that, if it is accepted that the facts of the case before it have no effect on
the internal market, the legislative competence of the Community institutions would then be uncertain.

22 It was in those circumstances that the Oberster Gerichtshof decided to stay the proceedings and to refer the
following question to the Court for a preliminary ruling:

On a proper construction of Article 1 thereof, is Council Regulation (EC) No 3295/94 of 22 December 1994
laying down measures to prohibit the release for free circulation, export, re-export or entry for a suspensive
procedure of counterfeit and pirated goods (Official Journal of the European Communities L 341 of 30
December 1994) also applicable to situations in which goods of the type specified in the Regulation are, in
the course of transit between two countries not belonging to the European Community, temporarily detained
by the customs authorities in a Member State on the basis of that regulation, at the request of a holder of
rights who claims that his rights have been infringed and whose undertaking has its registered office in a
non-member country?

23 It should be noted at the outset that, in view of the national court's considerations set out in paragraphs 20
and 21 above, the reference for a preliminary ruling raises two distinct questions. The national court is asking,
first, whether the Regulation applies in a situation where goods of the type specified in the Regulation are, in
the course of transit between two countries not belonging to the European Community, temporarily detained
by the customs authorities in a Member State on the basis of that regulation, at the request of a company
holding rights which claims that its rights have been infringed and which has its registered office in a
non-member country. If the answer is affirmative, the national court asks whether that regulation has an
adequate basis in the EC Treaty.

The interpretation of the Regulation

24 According to the German Government, the wording of Article 1(1)(a) of the Regulation - which seeks
solely to protect the internal market - means that the intention to enter goods for free circulation or to place
them under a suspensive procedure is insufficient to allow intervention by the customs authorities. That
provision does not apply to goods which are merely in transit. That interpretation, the German Government
submits, is confirmed by the adoption of Regulation No 241/1999, which extends, inter alia, the obligation to
intervene to goods placed in a free zone or free warehouse.

25 That interpretation cannot be accepted.

26 According to Article 1(1)(a) of the Regulation, the latter applies where counterfeit or pirated goods are
found when checks are made on goods placed under a suspensive procedure within the meaning
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of Article 84(1)(a) of the Community Customs Code. Under this latter provision, the term [suspensive]
procedure designates, inter alia, external transit, that is to say, a customs procedure allowing the movement of
non-Community goods from one point to another within the customs territory of the Community without those
goods being subject to import duties or other charges under the Community Customs Code.

27 The Regulation is thus expressly designed to apply to goods passing through Community territory from a
non-member country destined for another non-member country. It does not matter in this regard whether the
holder of the right or those entitled under him have their registered office in a Member State or outside the
Community.

28 Far from invalidating this interpretation, the adoption of Regulation No 241/1999 in fact corroborates it.
Regulation No 241/1999 is in keeping with the logic of the Regulation in making it possible for national
authorities to intervene in a greater number of customs procedures.

29 In view of the foregoing considerations, the answer to the national court's question must be that Article 1
of the Regulation is to be interpreted as being applicable where goods of the type specified in the Regulation,
imported from a non-member country, are, in the course of their transit to another non-member country,
temporarily detained in a Member State by the customs authorities of that State on the basis of the Regulation
and at the request of the company which holds rights in respect of those goods which it claims have been
infringed and whose registered office is in a non-member country.

30 In view of the fact that the Regulation applies to situations which do not appear to have any direct
connection with the internal market, it is necessary to examine whether it has an adequate legal basis in the
EC Treaty.

The validity of the Regulation

31 It must first be borne in mind that the Regulation is based on Article 113 of the Treaty, which concerns
the common commercial policy.

32 In this regard, certain provisions on intellectual property affecting cross-border trade constitute an essential
element in international trade legislation. When requested to rule on the question whether or not the
Community had exclusive jurisdiction to conclude the Agreement concerning Trade-Related Aspects of
Intellectual Property Rights, including Trade in Counterfeit Goods (known as the TRIPs Agreement), annexed
to the agreement establishing the World Trade Organisation, the Court held, in Opinion 1/94 of 15 November
1994, [1994] ECR I-5267, paragraph 55, that measures at border crossing points intended to enforce
intellectual property rights could be adopted autonomously by the Community institutions on the basis of
Article 113 of the Treaty.

33 So, the Community was empowered, under Article 113 of the Treaty, to introduce common rules for
stopping counterfeit goods under a suspensive customs procedure such as the external transit procedure.

34 After all, the external transit of non-Community goods is not completely devoid of effect on the internal
market. It is, in fact, based on a legal fiction. Goods placed under this procedure are subject neither to the
corresponding import duties nor to the other measures of commercial policy; it is as if they had not entered
Community territory. In reality, they are imported from a non-member country and pass through one or more
Member States before being exported to another non-member country. This operation is all the more liable to
have a direct effect on the internal market as there is a risk that counterfeit goods placed under the external
transit procedure may be fraudulently brought on to the Community market, as several Governments pointed
out in their written observations and at the hearing.
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35 In view of the foregoing considerations, it must be held that consideration of the questions raised has
revealed no factor of such a kind as to affect the validity of the Regulation.
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Judgment of the Court (Fifth Chamber)
of 14 October 1999

Adidas AG.
Reference for a preliminary ruling: Kammarrätten i Stockholm - Sweden.

Free movement of goods - Regulation (EC) No 3295/94 - Prohibition of release for free circulation,
export, re-export or entry for a suspensive procedure of counterfeit and pirated goods - Provision of
national law requiring the names of consignees of consignments detained by the customs authorities

pursuant to the regulation to be kept confidential - Compatibility of the provision with Regulation (EC)
No 3295/94.

Case C-223/98.

Common commercial policy - Measures to prevent the release for free circulation of counterfeit or pirated
goods - National legislation precluding disclosure of the identity of the declarant or consignee of such goods -
Not permissible

(Council Regulation No 3295/94, Art. 6(1))

$$On a proper construction, Regulation No 3295/94 laying down measures to prohibit the release for free
circulation, export, re-export or entry for a suspensive procedure of counterfeit and pirated goods precludes a
rule of national law under which the identity of declarants or consignees of imported goods which the
trade-mark owner has found to be counterfeit may not be disclosed to him.

Effective application of the Regulation is directly dependent on the information supplied to the holder of the
intellectual property right. Thus, if the identity of the declarant and/or consignee of the goods cannot be
disclosed to him, it is in practice impossible for him to refer the case to the competent national authority so
that, in a decision based on the merits, it can give final judgment against such practices. The reference in the
second subparagraph of Article 6(1) of the Regulation to national provisions on the protection of personal
data, commercial and industrial secrecy and professional and administrative confidentiality cannot therefore be
understood as precluding disclosure to the holder of the right of the information which he needs in order to
safeguard his interests.

In Case C-223/98,

REFERENCE to the Court under Article 177 of the EC Treaty (now Article 234 EC) by the Kammarrätten i
Stockholm, Sweden, for a preliminary ruling in the proceedings brought by

Adidas AG

on the interpretation of Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures to
prohibit the release for free circulation, export, re-export or entry for a suspensive procedure of counterfeit and
pirated goods (OJ 1994 L 341, p. 8),

THE COURT

(Fifth Chamber),

composed of: D.A.O. Edward, President of the Chamber, J.C. Moitinho de Almeida, C. Gulmann, J.-P.
Puissochet and M. Wathelet (Rapporteur), Judges,

Advocate General: G. Cosmas,

Registrar: R. Grass,

after considering the written observations submitted on behalf of:

- the Belgian Government, by Jan Devadder, Director of Administration in the Legal Service of
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the Ministry of Foreign Affairs, Trade and Cooperation with Developing Countries, acting as Agent,

- the Italian Government, by Professor U. Leanza, Head of the Legal Department of the Ministry of Foreign
Affairs, acting as Agent, assisted by O. Fiumara, Avvocato dello Stato,

- the Commission of the European Communities, by L. Ström, Legal Adviser, acting as Agent,

having regard to the report of the Judge-Rapporteur,

after hearing the Opinion of the Advocate General at the sitting on 10 June 1999,

gives the following

Judgment

1 By decision of 16 June 1998, received at the Court of Justice on 18 June 1998, the Kammarrätten i
Stockholm (Administrative Court of Appeal, Stockholm) referred to the Court for a preliminary ruling under
Article 177 of the EC Treaty (now Article 234 EC) a question on the interpretation of Council Regulation
(EC) No 3295/94 of 22 December 1994 laying down measures to prohibit the release for free circulation,
export, re-export or entry for a suspensive procedure of counterfeit and pirated goods (OJ 1994 L 341, p. 8;
hereinafter `the Regulation').

2 The question has been raised in proceedings brought by Adidas AG, the holder in Sweden of a trade mark
for various sports articles, sports wear and leisure wear, against the refusal of the Arlanda customs office to
disclose to it the identity of the consignee of goods suspected of being counterfeits of Adidas branded goods
which it had intercepted.

The Regulation

3 According to the second recital in its preamble, the aim of the Regulation is to prevent, as far as possible,
counterfeit goods and pirated goods from being placed on the market and, to that end, to adopt measures to
deal effectively with unlawful trade in such goods.

4 For that purpose, the Regulation lays down, first, the conditions under which the customs authorities are to
take action where goods suspected of being counterfeit or pirated are entered for free circulation, export or
re-export, or found when checks are made on goods placed under a suspensive procedure (Article 1(1)(a)
thereof) and, second, the measures to be taken by the competent authorities with regard to those goods where
it has been established that they are indeed counterfeit or pirated (Article 1(1)(b) thereof).

5 Under Article 3 of the Regulation, the holder of a trade mark, copyright or neighbouring rights, or a design
right (`the holder of the right') may lodge an application in writing with the competent service of the customs
authority for action by the customs authorities in respect of goods which he suspects of being counterfeit or
pirated. That application is to be accompanied by a description of the goods and proof of his right. It must
also specify the length of the period during which the customs authorities are requested to take action. The
holder of the right must, in addition, provide all other pertinent information to enable the customs authorities
to take a decision in full knowledge of the facts without, however, that information being a condition of
admissibility of the application. That application is then dealt with by the competent service which is forthwith
to notify the applicant in writing of its decision.

6 According to Article 4 of the Regulation, the customs authority may also detain goods of its own accord
where, in the course of checks made under one of the customs procedures referred to in Article 1(1)(a) of the
Regulation and before an application by the holder of the right has been lodged or approved, it is clear to the
customs office that goods are counterfeit or pirated. In accordance with the rules in force in the Member State
concerned, the same authority may notify
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the holder of the right, where known, of a possible infringement thereof. The customs authority is authorised
to suspend release of the goods or detain them for a period of three working days to enable the holder of the
right to lodge an application for action in accordance with Article 3 of the Regulation.

7 Article 5 of the Regulation provides that the decision granting the application by the holder of the right is
to be forwarded immediately to the customs offices of the Member State which are liable to be concerned
with the counterfeit or pirated goods referred to in the application.

8 According to the first subparagraph of Article 6(1), where a customs office to which the decision granting
an application by the holder of the right has been forwarded pursuant to Article 5 of the Regulation is
satisfied, after consulting the applicant where necessary, that particular goods correspond to the description of
the counterfeit or pirated goods contained in that decision, it is to suspend release of the goods or detain
them.

9 The second subparagraph of Article 6(1) of the Regulation, the provision at the heart of the present case,
provides:

`The customs office shall immediately inform the service which dealt with the application in accordance with
Article 3. That service or the customs office shall forthwith inform the declarant and the person who applied
for action to be taken. In accordance with national provisions on the protection of personal data, commercial
and industrial secrecy and professional and administrative confidentiality, the customs office or the service
which dealt with the application shall notify the holder of the right, at his request, of the name and address of
the declarant and, if known, of those of the consignee so as to enable the holder of the right to ask the
competent authorities to take a substantive decision. The customs office shall afford the applicant and the
persons involved in any of the operations referred to in Article 1(1)(a) the opportunity to inspect the goods
whose release has been suspended or which have been detained.'

10 Suspension of release or detention of the goods is temporary. In accordance with Article 7(1) of the
Regulation, if, within 10 working days of notification of suspension of release or of detention, the customs
office which took action has not been informed that the matter has been referred to the authority competent to
take a substantive decision on the case or that the duly empowered authority has adopted interim measures,
the goods are to be released, provided that all the customs formalities have been complied with and the
detention order has been revoked. This period may be extended by a maximum of 10 working days in
appropriate cases.

11 In addition, the Regulation provides for a number of securities in favour of the declarant and the consignee
of the goods checked.

12 First, Article 3(6) of the Regulation states that:

`Member States may require the holder of a right, where his application has been granted, or where action as
referred to in Article 1(1)(a) has been taken pursuant to Article 6(1), to provide a security:

- to cover any liability on his part vis-à-vis the persons involved in one of the operations referred to in
Article 1(1)(a) where the procedure initiated pursuant to Article 6(1) is discontinued owing to an act or
omission by the holder of the right or where the goods in question are subsequently found not [to] be
counterfeit or pirated,

- to ensure payment of the costs incurred in accordance with this Regulation, in keeping the goods under
customs control pursuant to Article 6.'

13 Second, the first subparagraph of Article 7(2) of the Regulation provides:
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`In the case of goods suspected of infringing design rights, the owner, the importer or the consignee of the
goods shall be able to have the goods in question released or their detention revoked against provision of a
security, provided that:

- the customs service or office referred to in Article 6(1) has been informed, within the time limit referred to
in paragraph 1, that the matter has been referred to the authority competent to take a substantive decision
referred to in said paragraph 1,

- on expiry of the time limit, the authority empowered for this purpose has not imposed interim measures, and

- all the customs formalities have been completed.'

14 Lastly, Article 9(3) of the Regulation provides:

`The civil liability of the holder of a right shall be governed by the law of the Member State in which the
goods in question were placed in one of the situations referred to in Article 1(1)(a).'

The Swedish legislation

15 It follows from the first subparagraph of Paragraph 2 of Chapter 9 of the Sekretesslagen (1980:100)
(Swedish Law on Protection of Confidential Information) that, subject to exceptions not relevant in the present
case, the principle of protection of confidentiality applies to information concerning an individual's personal or
financial circumstances obtained in the course of customs control. The second subparagraph of Paragraph 2 of
the Sekretesslagen, in which reference is made to Paragraph 1 thereof, provides, however, that information
obtained in the course of customs control may be disclosed if it is shown that this will not result in any
damage to the individual concerned.

The main proceedings

16 On 16 February 1998, the Arlanda Customs Office (Stockholm) decided, pursuant to Article 4 of the
Regulation, to suspend the release for free circulation of certain goods and informed Adidas AG that they
might be counterfeits bearing the registered mark Adidas.

17 A representative of Adidas Sverige AB, a subsidiary of Adidas AG, inspected the goods and found that
they were counterfeit. Adidas AG lodged an application pursuant to Article 3 of the Regulation. On 17
February 1998, the Customs and Excise Authority decided to grant the application.

18 Under the Regulation, the goods could be detained until 17 March 1998 inclusive. After that date, the
customs authorities considered that they could no longer lawfully detain the goods since Adidas AG had not
referred the case to an ordinary court.

19 Since it did not know either the declarant or the person indicated as the consignee of the goods, Adidas
AG had requested information about the identity of the consignee with a view to bringing an action against
him. That application had been rejected by the Arlanda Customs Office pursuant to Paragraph 2 of Chapter 9
of the Sekretesslagen.

20 Adidas AG appealed to the Kammarrätten i Stockholm against that refusal. It claimed that, in order to refer
the case to an ordinary court, it had first of all to obtain information about the consignee of the goods.

21 The Kammarrätten found that, since disclosure of the information requested by Adidas AG was likely to
cause damage to the consignee of the goods, the Sekretesslagen prohibited the Arlanda Customs Office from
disclosing the information in its possession.

22 The Kammarrätten i Stockholm therefore decided to stay proceedings and to refer the following question to
the Court for a preliminary ruling:
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`Does Council Regulation (EC) No 3295/94 constitute a bar to application of rules of national law under
which the identity of declarants or consignees of imported goods, which the trade-mark owner has found to be
counterfeit, may not be disclosed to the trade-mark owner?'

The national court's question

23 It should be recalled, at the outset, that according to the settled case-law of the Court, in interpreting a
provision of Community law it is necessary to consider not only its wording but also the context in which it
occurs and the objects of the rules of which it is part (see, inter alia, the judgments in Case 292/82 Merck v
Hauptzollamt Hamburg-Jonas [1983] ECR 3781, paragraph 12; and in Case 337/82 St. Nikolaus Brennerei v
Hauptzollamt Krefeld [1984] ECR 1051, paragraph 10).

24 Next, where a provision of Community law is open to several interpretations, only one of which can
ensure that the provision retains its effectiveness, preference must be given to that interpretation (see, to that
effect, the judgment in Case 187/87 Saarland and Others v Ministre de l'Industrie [1988] ECR 5013, paragraph
19).

25 Further, where the implementation of a Community regulation is a matter for the national authorities, as in
the case of Regulation No 3295/94, recourse to rules of national law is possible only in so far as it is
necessary for the correct application of that regulation and in so far as it does not jeopardise either the scope
or the effectiveness thereof (see, to that effect, the judgment in Joined Cases 146/81, 192/81 and 193/81
BayWa v BALM [1982] ECR 1503, paragraph 29). Under the obligations laid down in Article 5 of the EC
Treaty (now Article 10 EC), those national measures must, in general, facilitate the application of the
Community regulation and not hinder its implementation (see, to that effect, the judgment in Case 30/70
Scheer v Einfuhr- und Vorratsstelle Getreide [1970] ECR 1197, paragraph 8).

26 In that respect, it is to be noted, first, that, with a view to preventing, as far as possible, counterfeit and
pirated goods from being placed on the market, the Regulation gives an essential role to the holder of the
right. It is clear from Articles 3 and 4 of the Regulation that the detention of goods by the customs authorities
is, in principle, subject to an application on his part. Second, in order for a final judgment to be given against
such practices by the national authority competent to rule on the substance of the case, the case must first be
referred to it by the holder of the right. If the case is not so referred by the holder of the right, the measure
of suspension of release or of detention of the goods promptly ceases to have effect, pursuant to Article 7(1)
of the Regulation.

27 Consequently, effective application of the Regulation is directly dependent on the information supplied to
the holder of the intellectual property right. So if the identity of the declarant and/or the consignee of the
goods cannot be disclosed to him, it is in practice impossible for him to refer the case to the competent
national authority.

28 The reference in the second subparagraph of Article 6(1) of the Regulation to national provisions on the
protection of personal data, commercial and industrial secrecy and professional and administrative
confidentiality cannot, in those circumstances, be understood as precluding disclosure to the holder of the right
of the information which he needs in order to safeguard his interests.

29 Furthermore, a number of provisions of the Regulation are designed to protect the declarant and the
consignee of goods that are subject to control, in order to prevent the disclosure of their names and addresses
to the holder of the right from causing them damage.

30 First, where a customs office finds on checking goods that they fit the description of counterfeit or pirated
goods, it is immediately to inform the declarant pursuant to the second subparagraph
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of Article 6(1) of the Regulation. Under Article 7(2) of the Regulation, the owner, the importer or the
consignee of the goods is entitled to have the goods in question released or their detention revoked against
provision of a security.

31 Next, it is clear from the second subparagraph of Article 6(1) of the Regulation that the holder of the right
may use the information disclosed by the customs office only with a view to asking the competent national
authority to take a substantive decision. If that information is used for other purposes, the holder of the right
may incur liability under the civil law of the Member State in which the goods in question are to be found,
pursuant to Article 9(3) of the Regulation.

32 Finally, reparation of damage resulting from unlawful use of the information or any other damage suffered
by the declarant or the consignee of the goods is facilitated by the fact that the Member States may require
the holder of the right to provide a security under Article 3(6) of the Regulation.

33 In view of the foregoing considerations, the answer to be given to the national court must be that, on a
proper construction, the Regulation precludes a rule of national law under which the identity of declarants or
consignees of imported goods which the trade-mark owner has found to be counterfeit may not be disclosed to
him.

Costs

34 The costs incurred by the Belgian and Italian Governments and by the Commission, which have submitted
observations to the Court, are not recoverable. Since these proceedings are, for the parties to the main
proceedings, a step in the action pending before the national court, the decision on costs is a matter for that
court.

On those grounds,

THE COURT

(Fifth Chamber),

in answer to the question referred to it by the Kammarrätten i Stockholm by decision of 16 June 1998, hereby
rules:

On a proper construction, Council Regulation (EC) No 3295/94 of 22 December 1994 laying down measures
to prohibit the release for free circulation, export, re-export or entry for a suspensive procedure of counterfeit
and pirated goods precludes a rule of national law under which the identity of declarants or consignees of
imported goods which the trade-mark owner has found to be counterfeit may not be disclosed to him.
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Judgment of the Court (First Chamber)
of 28 May 1998

Criminal proceedings against John Charles Goodwin and Edward Thomas Unstead. Reference for a
preliminary ruling: Court of Appeal (England) - United Kingdom. Tax provisions - Harmonisation of
laws - Turnover taxes - Common system of value added tax - Sixth Directive 77/388/EEC - Scope -

Supply of counterfeit perfume products. Case C-3/97.

Tax provisions - Harmonisation of laws - Turnover taxes - Common system of value added tax - Sixth
Directive - Scope - Supply of counterfeit perfume products - Covered

(Council Directive 77/388, Art. 2)

Although unlawful imports or supplies of goods, such as narcotics or counterfeit currency, which, because of
their intrinsic nature or special characteristics, cannot be placed on the market or incorporated into economic
channels are wholly alien to the provisions of the Sixth Directive on the harmonisation of the laws of the
Member States relating to turnover taxes, that is not the position in the case of counterfeit perfumes.

Transactions involving counterfeit products infringe intellectual property rights. However, any consequential
prohibition is not linked to the nature or essential characteristics of such products, but to their detrimental
impact on the rights of third parties, and is conditional, not absolute.

Furthermore, counterfeit perfumes cannot be regarded as extra commercium, since there can be competition
between counterfeit products and goods which are lawfully traded.

Accordingly, on a proper construction of Article 2 of the Sixth Directive, VAT is payable on the supply of
counterfeit perfumes.

In Case C-3/97,

REFERENCE to the Court under Article 177 of the EC Treaty by the Court of Appeal (England and Wales)
Criminal Division for a preliminary ruling in the criminal proceedings before that court against

John Charles Goodwin,

Edward Thomas Unstead,

on the interpretation of Sixth Council Directive 77/388/EEC of 17 May 1977 on the harmonisation of the laws
of the Member States relating to turnover taxes - Common system of value added tax: uniform basis of
assessment (OJ 1977 L 145, p. 1),

THE COURT

(First Chamber),

composed of: M. Wathelet, President of the Chamber, D.A.O. Edward and P. Jann (Rapporteur), Judges,

Advocate General: P. Léger,

Registrar: H. von Holstein, Deputy Registrar,

after considering the written observations submitted on behalf of:

- Mr Goodwin and Mr Unstead, by Alan Newman QC and Peter Guest, Barrister, instructed by Audrey
Oxford, Solicitor, acting for Mr Unstead,

- the United Kingdom Government, by John E. Collins, Assistant Treasury Solicitor, acting as Agent, with
Stephen Richards and Mark Hoskins, Barristers,
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- the Greek Government, by Fokion Georgakopoulos, Legal Adviser to the State Legal Service, acting as
Agent, and Anna Rokofyllou, Adviser to the Deputy Minister for Foreign Affairs, acting as Agents,

- the Commission of the European Communities, by Hélène Michard and Barry Doherty, of its Legal Service,
acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Mr Goodwin and Mr Unstead, represented by Alan Newman QC and
Peter Guest, the United Kingdom Government, represented by John E. Collins, with Kenneth Parker QC and
Mark Hoskins, the Greek Government, represented by Fokion Georgakopoulos and Anna Rokofyllou, and the
Commission, represented by Barry Doherty, at the hearing on 15 January 1998,

after hearing the Opinion of the Advocate General at the sitting on 12 March 1998,

gives the following

Judgment

1 By judgment of 24 December 1996, received at the Court on 9 January 1997, the Court of Appeal (England
and Wales) Criminal Division referred to the Court for a preliminary ruling under Article 177 of the EC
Treaty a question on the interpretation of Sixth Council Directive 77/388/EEC of 17 May 1977 on the
harmonisation of the laws of the Member States relating to turnover taxes - Common system of value added
tax: uniform basis of assessment (OJ 1977 L 145, p. 1; hereinafter `the Sixth Directive').

2 That question was raised in criminal proceedings against Mr Goodwin and Mr Unstead, who were charged
with the fraudulent evasion of VAT in respect of sales of counterfeit perfume products.

3 According to the documents before the Court, Mr Goodwin was accused of having purchased counterfeit
perfume products and of having sold them without being registered for VAT. Mr Unstead was accused of
having participated in the manufacture, production, distribution and sale of counterfeit perfume products
through a business organisation which he ran together with other persons, and which was not registered for
VAT.

4 At first instance, the case came before the Inner London Crown Court, which held that the Sixth Directive
did not preclude the charging of VAT on the manufacture, production, distribution and sale of counterfeit
perfume products, and found both defendants guilty of conduct contrary to section 72(1) and (8) of the Value
Added Tax Act 1994.

5 Mr Goodwin and Mr Unstead have appealed against that decision to the Court of Appeal, arguing inter alia
that Community law precludes the levying of VAT in a situation such as theirs.

6 The Court of Appeal believes that, as a matter of Community law, VAT is payable on supplies of
counterfeit perfume products for consideration. However, being somewhat doubtful on the point, it stayed
proceedings in order to refer the following question to the Court of Justice for a preliminary ruling:

`Does the supply of counterfeit perfume products fall within the scope of Council Directive 77/388/EEC of 17
May 1977 on the harmonisation of the laws of the Member States relating to turnover taxes (the Sixth
Directive)?'

7 The crux of the question is whether, on a proper construction of Article 2 of the Sixth Directive, VAT is
payable on the supply of counterfeit perfumes.
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8 Article 2 of the Sixth Directive provides:

`The following shall be subject to value added tax:

1. The supply of goods or services effected for consideration within the territory of the country by a taxable
person acting as such;

2. The importation of goods.'

9 It should be borne in mind at the outset that, according to established case-law, the Sixth Directive, whose
purpose is to achieve widespread harmonisation in the area of VAT, is based on the principle of fiscal
neutrality. As regards the levying of VAT, that principle precludes a generalised differentiation between
lawful and unlawful transactions, except where, because of the special characteristics of certain products, all
competition between a lawful economic sector and an unlawful sector is precluded (see inter alia Case
C-111/92 Lange v Finanzamt Fürstenfeldbruck [1993] ECR I-4677, paragraph 16).

10 Referring to a number of judgments - Case 294/82 Einberger v Hauptzollamt Freiburg [1984] ECR 1177,
Case 269/86 Mol v Inspecteur der Invoerrechten en Accijnzen [1988] ECR 3627, Case 289/86 Happy Family
v Inspecteur der Omzetbelasting [1988] ECR 3655 and Case C-343/89 Witzemann [1990] ECR I-4477 - Mr
Goodwin and Mr Unstead submit that, since there is no lawful market in counterfeit perfumes, the present
case falls within the scope of that exception. In the United Kingdom, not only would a contract for the sale
of counterfeit perfumes be void for illegality, but such sales would also infringe a wide variety of intellectual
property rights. Furthermore, the placing of such products on the market seriously undermines the functioning
of the common market inasmuch as, unlike narcotics, trade in counterfeit perfumes is never permitted.

11 In Einberger, Mol and Happy Family, the Court ruled that no turnover tax arises upon the unlawful
importation into the Community of drugs or upon the unlawful supply of similar products effected for
consideration within a Member State, in so far as the products in question are not confined within economic
channels strictly controlled by the competent authorities for use for medical and scientific purposes. In
paragraph 20 of Witzemann, the Court held that its reasoning in relation to the illegal importation of drugs
applies a fortiori to imports of counterfeit currency.

12 In those four judgments, the Court added that unlawful imports or supplies of goods such as those at issue
in those cases, release of which into the economic and commercial channels of the Community is by
definition absolutely precluded and which can give rise only to penalties under the criminal law, are wholly
alien to the provisions of the Sixth Directive (Einberger, paragraphs 19 and 20; Mol, paragraph 15; Happy
Family, paragraph 17; and Witzemann, paragraph 19). That line of case-law thus concerns goods which,
because of their special characteristics, may not be placed on the market or incorporated into economic
channels.

13 However, that is not the position here. As the Greek Government, the United Kingdom Government and
the Commission emphasised, the goods at issue in the main proceedings are not goods which cannot be placed
on the market because of their intrinsic nature or special characteristics.

14 As the Advocate General pointed out in point 22 of his Opinion, although transactions involving
counterfeit products infringe intellectual property rights, any consequential prohibition is not linked to the
nature or essential characteristics of such products, but to their detrimental impact on the rights of third
parties. Similarly, as the Commission noted in its observations, the prohibition on counterfeit products, which
stems from the fact that they infringe intellectual property rights, is conditional, not absolute as in the case of
narcotics or counterfeit currency. That prohibition is not sufficient, therefore, to place trade in such products
outside the scope of the Sixth Directive.

15 Furthermore - as the Commission also pointed out - the possibility of competition between counterfeit
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products and goods which are lawfully traded cannot be ruled out in a case such as that before the national
court, in so far as there is a lawful market in perfume products on which counterfeit goods have a specific
impact. Accordingly, such goods cannot, like narcotics or counterfeit currency, be regarded as extra
commercium.

16 It must therefore be stated in reply to the question referred that, on a proper construction of Article 2 of
the Sixth Directive, VAT is payable on the supply of counterfeit perfumes.

Costs

17 The costs incurred by the Greek and United Kingdom Governments and the Commission of the European
Communities, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main action, a step in the proceedings pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT

(First Chamber),

in answer to the question referred to it by the Court of Appeal (England and Wales) Criminal Division by
judgment of 24 December 1996, hereby rules:

On a proper construction of Article 2 of Sixth Council Directive 77/388/EEC of 17 May 1977 on the
harmonisation of the laws of the Member States relating to

turnover taxes - Common system of value added tax: uniform basis of assessment, VAT is payable on the
supply of counterfeit perfumes.
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Judgment of the Court (Sixth Chamber)
of 6 December 1990

Max Witzemann v Hauptzollamt München-Mitte.
Reference for a preliminary ruling: Finanzgericht München - Germany.

Customs duties - Import turnover tax - Counterfeit currency.
Case C-343/89.

++++

Common Customs Tariff - Customs duties - Application to counterfeit currency - Not permissible - Criminal
penalties for offences - Powers of Member States

Tax provisions - Harmonization of laws - Turnover tax - Common system of value added tax - Import tax -
Application to counterfeit currency - Not permissible - Criminal penalties for offences - Powers of Member
States

(Council Directive 77/388, Art. 2 )

Since there is an absolute prohibition, in all the Member States, on the importation or bringing into circulation
of counterfeit currency, Community law must be interpreted as meaning that no customs debt can arise upon
the importation of counterfeit currency into the customs territory of the Community.

Imports of counterfeit currency into the Community are alien to the provisions of the Sixth Directive on the
harmonization of the laws of the Member States relating to turnover taxes. Article 2 of that directive must
therefore be interpreted as meaning that import value added tax may not be collected on the importation of
counterfeit currency into the Community.

Neither of those rulings in any way affects the powers of Member States to prosecute breaches of their laws
against counterfeit currency and to impose appropriate penalties, with all the consequences which such
penalties imply, whether financial or otherwise .

In Case C-343/89,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Finanzgericht Muenchen (Finance
Court, Munich ), Federal Republic of Germany, for a preliminary ruling in the proceedings pending before
that court between

Max Witzemann

and

Hauptzollamt Muenchen-Mitte (Principal Customs Office, Munich Centre ),

on the interpretation of Articles 3, 9, and 12 to 29 of the EEC Treaty and Article 2 of the Sixth Council
Directive 77/388/EEC of 17 May 1977 on the harmonization of the laws of the Member States relating to
turnover taxes - Common system of value added tax : uniform basis of assessment (Official Journal 1977 L
145, p. 1 ),

THE COURT (Sixth Chamber ),

composed of : G. F. Mancini, President of Chamber, T. F. O' Higgins, M . Díez de Velasco, C. N. Kakouris
and P. J. G. Kapteyn, Judges,

Advocate General : F. G. Jacobs

Registrar : J. A. Pompe, Deputy Registrar,

after considering the observations submitted on behalf of the Commission of the European Communities by
Joern Sack, Legal Adviser, acting as Agent,

© An extract from a JUSTIS database



61989J0343 European Court reports 1990 Page I-04477 2

having regard to the Report for the Hearing and further to the hearing on 2 October 1990,

after hearing the Opinion of the Advocate General delivered at the sitting on 25 October 1990,

gives the following

Judgment

1 By order dated 21 June 1989, which was received at the Court on 6 November 1989, the Finanzgericht
Muenchen referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty a question on
the interpretation of Articles 3, 9, and 12 to 29 of the Treaty and Article 2 of the Sixth Council Directive
77/388/EEC of 17 May 1977 on the harmonization of the laws of the Member States relating to turnover
taxes - Common system of value added tax : uniform basis of assessment (Official Journal 1977 L 145, p. 1,
hereinafter referred to as "the Sixth Directive ").

2 That question arose in the context of proceedings between Max Witzemann and the Hauptzollamt
Muenchen-Mitte (hereinafter referred to as "the Hauptzollamt ") concerning the payment of customs duty and
import value added tax (hereinafter referred to as "VAT ") on the introduction of counterfeit banknotes into
the Federal Republic of Germany .

3 By judgment of the Landgericht Muenchen I (Regional Court, Munich I ) of 16 February 1982, Mr
Witzemann was sentenced to a term of imprisonment for counterfeiting currency, an offence punishable under
Paragraph 146 et seq. of the Strafgesetzbuch (Criminal Code ). That judgment, which is final, found that in
1981 Mr Witzemann brought a consignment of counterfeit United States banknotes, of which he had taken
delivery in Italy, into the Federal Republic of Germany.

4 On the basis of that finding, the Hauptzollamt charged Mr Witzemann customs duty and import VAT on the
counterfeit currency. The customs duty was charged, apparently, on the ground that the Community origin of
the goods was not established.

5 Mr Witzemann appealed against that decision to the Finanzgericht Muenchen, claiming that the collection of
customs duties and VAT on importation was contrary to Articles 9 and 12 to 29 of the Treaty.

6 The Finanzgericht therefore stayed the proceedings and sought a preliminary ruling from the Court on the
following question :

"Are the provisions of the EEC Treaty (Article 3(b ), Article 9(1 ), Articles 12 to 29 ) and the Sixth
Council Directive 77/388/EEC of 17 May 1977 on the harmonization of the laws of the Member States
relating to turnover taxes - Common system of value added tax : uniform basis of assessment (Article 2(2 )
) to be interpreted as meaning that a Member State is not entitled to impose customs duties or import
turnover tax on illegally imported goods, the production and sale of which is - as in the case of counterfeit
currency - prohibited in all the Member States?"

7 Reference is made to the Report for the Hearing for a fuller account of the legal background, the facts of
the case in the main proceedings and the observations submitted to the Court, which are mentioned or
discussed hereinafter only in so far as is necessary for the reasoning of the Court.

8 The question raised by the national court comprises two parts relating, respectively, to the levying of
customs duty and to the collection of import VAT on counterfeit currency.

Customs duty

9 Since the grounds on which the Hauptzollamt charged customs duty on a consignment of counterfeit
currency coming from another Member State are not clearly apparent from the papers in the case,
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it must be pointed out in limine that customs import duty may be charged only on goods imported into the
customs territory of the Community from a non-member State, and not on goods coming from other Member
States (Articles 9 and 12 to 15 of the Treaty ).

10 The first part of the question must therefore be understood as seeking essentially to determine whether a
customs debt may arise upon the importation of counterfeit currency into the customs territory of the
Community.

11 In its judgments in Case 221/81 Wolf v Hauptzollamt Duesseldorf [1982] ECR 3681 and Case 240/81
Einberger v Hauptzollamt Freiburg (" Einberger I ") [1982] ECR 3699, the Court ruled that no customs debt
arises upon the importation of drugs otherwise than through economic channels strictly controlled by the
competent authorities for use for medical and scientific purposes.

12 The Court arrived at that ruling after observing that the importation and marketing of narcotic drugs,
otherwise than through those strictly controlled economic channels, are prohibited in all the Member States, in
conformity with their international undertakings in that field . It concluded that a customs debt cannot arise
upon the importation of drugs which may not be marketed and integrated into the economy of the
Community.

13 The Court also pointed out that the introduction of the Common Customs Tariff, provided for in Article
3(b ) of the Treaty, falls within the scope of the objectives assigned to the Community in Article 2 and the
guidelines laid down in Article 29 for the operation of the customs union. Imports of drugs into the
Community, which can give rise only to penalties under the criminal law, fall wholly outside those objectives
and guidelines.

14 That approach is all the more appropriate in the case of counterfeit currency. Counterfeit currency is also
covered by an international convention, the International Convention for the Suppression of Counterfeiting
Currency (League of Nations Treaty Series, 1930-31 Vol. CXII, p. 371 ), to which all the Member States with
the exception of the Grand-Duchy of Luxembourg are at present parties, and Article 3 of which requires the
contracting parties to punish as ordinary crimes any fraudulent making or altering of currency, the fraudulent
uttering of counterfeit currency, and the introduction into a country, or the receiving or obtaining, of
counterfeit currency with a view to uttering the same and with knowledge that it is counterfeit. Furthermore,
the making, possession, importation and marketing of counterfeit currency, whether national or foreign, are
prohibited in all the Member States.

15 It follows that there is an absolute prohibition, in all the Member States, on the importation or bringing
into circulation of counterfeit currency, whereas trade in drugs and their use are permitted for medical and
scientific purposes.

16 The answer to the first part of the question must therefore be that Community law must be interpreted as
meaning that no customs debt can arise upon the importation of counterfeit currency into the customs territory
of the Community.

Import VAT

17 In the second part of its question, the national court seeks essentially to determine whether Article 2 of the
Sixth Directive is to be interpreted as meaning that VAT may be collected upon the importation of counterfeit
currency into the Community.

18 The Court has already held, in its judgment in Case 294/82 Einberger v Hauptzollamt Freiburg ("
Einberger II ") [1984] ECR 1177, that import VAT and customs duty display comparable essential features
since they arise from the fact of importation of goods into the Community and the subsequent distribution
thereof through the economic channels of the Member States and since each constitutes a component of the
sale price which is calculated in a similar manner by successive traders. Their
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parallel nature is confirmed by the fact that Article 10(3 ) of the Sixth Directive authorizes Member States to
link the chargeable event and the date when the VAT on importation falls due with those laid down for
customs duties.

19 The Court therefore concluded that illegal imports of drugs into the Community, which can give rise only
to penalties under the criminal law, are wholly alien to the provisions of the Sixth Directive on the definition
of the basis of assessment and, in consequence, to the origination of a VAT debt.

20 For the reasons set out above in relation to customs duties, the Court' s considerations concerning the
illegal importation of drugs apply a fortiori to imports of counterfeit currency.

21 The answer to the second part of the question raised by the Finanzgericht Muenchen must therefore be that
Article 2 of the Sixth Council Directive 77/388/EEC of 17 May 1977 on the harmonization of the laws of the
Member States relating to turnover taxes - Common system of value added tax : uniform basis of assessment
must be interpreted as meaning that import value added tax may not be collected on the importation of
counterfeit currency into the Community .

22 Neither that ruling nor the ruling with regard to customs duties in any way affects the powers of Member
States to prosecute breaches of their laws against counterfeit currency and to impose appropriate penalties,
with all the consequences which such penalties imply, whether financial or otherwise.

Costs

23 The costs incurred by the Commission of the European Communities, which has submitted observations to
the Court, are not recoverable. Since these proceedings are, in so far as the parties to the main proceedings
are concerned, in the nature of a step in the action pending before the national court, the decision on costs is
a matter for that court.

On those grounds,

THE COURT (Sixth Chamber ),

in answer to the question referred to it by the Finanzgericht Muenchen, by order of 21 June 1989, hereby
rules :

(1 ) Community law must be interpreted as meaning that no customs debt can arise upon the importation of
counterfeit currency into the customs territory of the Community.

(2 ) Article 2 of the Sixth Council Directive 77/388/EEC of 17 May 1977 on the harmonization of the laws
of the Member States relating to turnover taxes - Common system of value added tax : uniform basis of
assessment must be interpreted as meaning that import value added tax may not be collected on the
importation of counterfeit currency into the Community.
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Judgment of the Court (First Chamber)
of 17 January 1985

SA Piraiki-Patraiki and others v Commission of the European Communities. Protective measures -
Cotton yarn from Greece. Case 11/82.

1 . ANNULMENT OF MEASURES - NATURAL OR LEGAL PERSONS - MEASURES OF DIRECT AND
INDIVIDUAL CONCERN TO THEM - COMMISSION DECISION AUTHORIZING A MEMBER STATE
TO TAKE PROTECTIVE MEASURES - DECISION LIKELY TO BE OF DIRECT AND INDIVIDUAL
CONCERN TO CERTAIN EXPORTERS BY REASON OF CONTRACTS PREVIOUSLY ENTERED INTO

(EEC TREATY , ART. 173 , SECOND PARAGRAPH ; ACT OF ACCESSION OF THE HELLENIC
REPUBLIC , ART. 130 )

2 . ACCESSION OF NEW MEMBER STATES TO THE COMMUNITIES - HELLENIC REPUBLIC - FREE
MOVEMENT OF GOODS - DEROGATIONS - STRICT INTERPRETATION - OBLIGATIONS OF THE
COMMISSION

(ACT OF ACCESSION OF THE HELLENIC REPUBLIC , ART. 130 )

3 . ACCESSION OF NEW MEMBER STATES TO THE COMMUNITIES - HELLENIC REPUBLIC -
PROTECTIVE MEASURES - DISCRETION OF THE COMMISSION

(ACT OF ACCESSION OF THE HELLENIC REPUBLIC , ART. 130 )

1 . A COMMISSION DECISION UNDER ARTICLE 130 OF THE ACT OF ACCESSION OF THE
HELLENIC REPUBLIC ADDRESSED TO A MEMBER STATE AND AUTHORIZING IT TO IMPOSE A
SYSTEM OF QUOTAS ON IMPORTS FROM GREECE MAY BE OF DIRECT CONCERN TO GREEK
EXPORTERS WHERE THERE CAN BE NO DOUBT AS TO THE INTENTION OF THE AUTHORITIES
OF THE MEMBER STATE GRANTED THE AUTHORIZATION TO AVAIL THEMSELVES OF IT.

THOSE EXPORTERS WHO , AT THE TIME WHEN THE DECISION WAS ADOPTED , WERE PARTY
TO CONTRACTS FOR THE SALE OF THE PRODUCT IN QUESTION TO THE MEMBER STATE
GRANTED THE AUTHORIZATION , TO BE PERFORMED DURING ITS PERIOD OF
APPLICATION , MAY BE REGARDED AS INDIVIDUALLY CONCERNED , AS MEMBERS OF A
LIMITED GROUP OF TRADERS IDENTIFIED OR IDENTIFIABLE BY THE COMMISSION , HAVING
REGARD TO THE REQUIREMENTS IN RELATION TO PRELIMINARY ENQUIRIES OF ARTICLE 130
(3 ), AND PARTICULARLY AFFECTED BY THE DECISION AT ISSUE.

2 . A PROVISION SUCH AS ARTICLE 130 OF THE ACT OF ACCESSION OF THE HELLENIC
REPUBLIC WHICH PERMITS THE AUTHORIZATION OF PROTECTIVE MEASURES WITH REGARD
TO A MEMBER STATE WHICH DEROGATE , EVEN TEMPORARILY AND IN RESPECT OF CERTAIN
PRODUCTS ONLY , FROM THE RULES RELATING TO THE FREE MOVEMENT OF GOODS MUST ,
LIKE ANY PROVISION OF THAT NATURE , BE INTERPRETED STRICTLY.

IN ORDER TO ASCERTAIN WHETHER THE MEASURE WHOSE AUTHORIZATION IS BEING
CONSIDERED MEETS THE CONDITIONS LAID DOWN IN ARTICLE 130 (3 ) THE COMMISSION
MUST ALSO TAKE INTO ACCOUNT THE SITUATION IN THE MEMBER STATE WITH REGARD TO
WHICH THE PROTECTIVE MEASURE IS REQUESTED , AND MUST IN PARTICULAR , IN SO FAR
AS THE CIRCUMSTANCES OF THE CASE PERMIT , INQUIRE INTO THE NEGATIVE EFFECTS
WHICH ITS DECISION MIGHT HAVE ON THE ECONOMY OF THAT MEMBER STATE AS WELL AS
ON THE UNDERTAKINGS CONCERNED.

3 . IN THE APPLICATION OF ARTICLE 130 OF THE ACT OF ACCESSION OF THE HELLENIC
REPUBLIC THE COMMISSION HAS A WIDE DISCRETION IN DETERMINING WHETHER
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THE CONDITIONS JUSTIFYING THE ADOPTION OF A PROTECTIVE MEASURE ARE PRESENT .
ALTHOUGH THAT ARTICLE LAYS DOWN TWO DISTINCT CONDITIONS UNDER WHICH THE
COMMISSION MAY AUTHORIZE A PROTECTIVE MEASURE REQUESTED BY A MEMBER STATE ,
IT IS QUITE ENTITLED TO TAKE INTO ACCOUNT IN A GENERAL MANNER FACTORS RELATING
TO ONE OR THE OTHER OF THOSE CONDITIONS IN ORDER TO ARRIVE AT THE CONCLUSION
THAT THE REQUEST IS JUSTIFIED.

IN CASE 11/82

A.E . PIRAIKI-PATRAIKI , COTTON INDUSTRY ,

A.E . VOLOS COTTON MANUFACTURING COMPANY ,

A.E . MAKEDONIKA KLOSTIRIA ,

A.E . KLOSTIRIA PREVEZIS ,

A.E . VOMVYX P. V. SVOLOPOULOS AND CHR. KOUTROUBIS ,

A.E . KLOSTIRIA NAOUSSIS ,

A.E . UNICOT HELLAS , COTTON INDUSTRY ,

HAVING THEIR REGISTERED OFFICES IN ATHENS , ASSISTED AND REPRESENTED BY D .
EVRIGENIS , OF THE THESSALONIKI BAR , AND G. VANDERSANDEN , OF THE BRUSSELS BAR ,
WITH AN ADDRESS FOR SERVICE IN LUXEMBOURG AT THE CHAMBERS OF JANINE BIVER , 2
RUE GOETHE ,

APPLICANTS ,

V

COMMISSION OF THE EUROPEAN COMMUNITIES , REPRESENTED BY ITS LEGAL ADVISER ,
MICHEL VAN ACKERE , AND BY XENOPHON YATAGANAS , A MEMBER OF ITS LEGAL
DEPARTMENT , ACTING AS AGENTS , WITH AN ADDRESS FOR SERVICE IN LUXEMBOURG AT
THE OFFICE OF ORESTE MONTALTO , JEAN MONNET BUILDING , KIRCHBERG ,

DEFENDANT ,

SUPPORTED BY

THE GOVERNMENT OF THE FRENCH REPUBLIC , REPRESENTED BY NOEL MUSEUX , ACTING
AS AGENT , AND BY ALEXANDRE CARNELUTTI , ACTING AS DEPUTY AGENT

INTERVENER ,

APPLICATION FOR A DECLARATION THAT COMMISSION DECISION NO 81/988/EEC OF 30
OCTOBER 1981 (OFFICIAL JOURNAL L 362 , P. 33 ) AUTHORIZING THE FRENCH REPUBLIC TO
TAKE PROTECTIVE MEASURES WITH REGARD TO IMPORTS OF COTTON YARN FROM GREECE ,
AS PROVIDED FOR IN ARTICLE 130 OF THE ACT OF ACCESSION OF GREECE TO THE
EUROPEAN COMMUNITIES , IS VOID ,

COSTS

43 UNDER ARTICLE 69 (2 ) OF THE RULES OF PROCEDURE THE UNSUCCESSFUL PARTY IS TO
BE ORDERED TO PAY THE COSTS. ACCORDING TO THE FIRST SUBPARAGRAPH OF ARTICLE 69
(3 ), HOWEVER , WHERE EACH PARTY SUCCEEDS ON SOME AND FAILS ON OTHER HEADS , OR
WHERE THE CIRCUMSTANCES ARE EXCEPTIONAL , THE COURT MAY ORDER THAT THE
PARTIES BEAR THEIR OWN COSTS IN WHOLE OR IN PART.
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44 IN THIS CASE THE CONTESTED DECISION HAS BEEN DECLARED VOID IN PART ONLY . THE
COMMISSION SHOULD THEREFORE BE ORDERED TO PAY HALF OF THE COSTS INCURRED BY
THE APPLICANTS , AS WELL AS ITS OWN COSTS.

45 SINCE THE ACTION HAS BEEN DECLARED INADMISSIBLE IN SO FAR AS VOMVYX P.V .
SVOLOPOULOS AND KOUTROUBIS A.E. AND UNICOT HELLAS A.E. ARE CONCERNED ,
HOWEVER , THOSE UNDERTAKINGS MUST BEAR ALL THEIR OWN COSTS .

46 THE GOVERNMENT OF THE FRENCH REPUBLIC , INTERVENING , MUST PAY THE COSTS
ARISING FROM ITS INTERVENTION.

ON THOSE GROUNDS ,

THE COURT (FIRST CHAMBER )

HEREBY :

1 . DISMISSES THE APPLICATION AS INADMISSIBLE IN SO FAR AS VOMVYX P.V .
SVOLOPOULOS AND CHR. KOUTROUBIS A.E. AND UNICOT HELLAS A.E. ARE CONCERNED ;

2.DECLARES VOID COMMISSION DECISION NO 81/988 OF 30 OCTOBER 1981 AUTHORIZING THE
FRENCH REPUBLIC TO TAKE PROTECTIVE MEASURES WITH REGARD TO IMPORTS OF COTTON
YARN FROM GREECE IN SO FAR AS IT APPLIES TO CONTRACTS ENTERED INTO BEFORE THE
DATE OF ITS NOTIFICATION AND TO BE PERFORMED DURING THE PERIOD OF ITS
APPLICATION ;

3.FOR THE REST , DISMISSES THE APPLICATION ;

4.ORDERS THE COMMISSION TO PAY ITS OWN COSTS AND HALF OF THE COSTS INCURRED BY
THE APPLICANTS WITH THE EXCEPTION OF VOMVYX P.V. SVOLOPOULOS AND CHR.
KOUTROUBIS A.E. AND UNICOT HELLAS A.E., WHICH ARE ORDERED TO PAY THEIR OWN
COSTS ;

5.ORDERS THE GOVERNMENT OF THE FRENCH REPUBLIC TO PAY THE COSTS WHICH IT
INCURRED AS A RESULT OF ITS INTERVENTION.

1 BY APPLICATION LODGED AT THE COURT REGISTRY ON 8 JANUARY 1982 , SEVEN GREEK
COTTON UNDERTAKINGS BROUGHT AN ACTION PURSUANT TO ARTICLE 173 OF THE EEC
TREATY FOR A DECLARATION THAT COMMISSION DECISION NO 81/988/EEC OF 30 OCTOBER
1981 (OFFICIAL JOURNAL L 362 , P. 33 ), IS VOID . THAT DECISION , ADOPTED PURSUANT TO
ARTICLE 130 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION OF THE HELLENIC
REPUBLIC AND THE ADJUSTMENTS TO THE TREATIES (HEREINAFTER REFERRED TO AS ' THE
ACT OF ACCESSION ' ), AUTHORIZES THE FRENCH REPUBLIC TO IMPOSE A QUOTA SYSTEM ON
IMPORTS INTO FRANCE OF COTTON YARN FROM GREECE DURING THE MONTHS OF
NOVEMBER AND DECEMBER 1981 AND JANUARY 1982.

2 BY A DOCUMENT DATED 12 FEBRUARY 1982 THE COMMISSION RAISED AN OBJECTION OF
INADMISSIBILITY PURSUANT TO ARTICLE 91 OF THE RULES OF PROCEDURE ; THE
GOVERNMENT OF THE FRENCH REPUBLIC , INTERVENING , JOINED IN THAT OBJECTION.

3 THE COMMISSION AND THE GOVERNMENT OF THE FRENCH REPUBLIC POINT OUT THAT THE
DECISION IN QUESTION IS ADDRESSED TO THE FRENCH REPUBLIC AND THE HELLENIC
REPUBLIC. THEY ARGUE THAT IT IS AN ECONOMIC DECISION OF A GENERAL NATURE ,
AFFECTING A WHOLE SECTOR OF THE ECONOMY RATHER THAN INDIVIDUALS . ALTHOUGH
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THE APPLICANTS ARE TOUCHED BY THE EFFECTS OF THE PROTECTIVE MEASURES
AUTHORIZED , THE DECISION IN QUESTION IS NOT OF DIRECT OR INDIVIDUAL CONCERN TO
THEM.

4 ACCORDING TO THE SECOND PARAGRAPH OF ARTICLE 173 OF THE EEC TREATY , ANY
NATURAL OR LEGAL PERSON MAY , UNDER THE CONDITIONS LAID DOWN IN THE FIRST
PARAGRAPH OF THAT ARTICLE , INSTITUTE PROCEEDINGS AGAINST A DECISION ADDRESSED
TO THAT PERSON OR AGAINST A DECISION WHICH , ALTHOUGH IN THE FORM OF A
REGULATION OR A DECISION ADDRESSED TO ANOTHER PERSON , IS OF DIRECT AND
INDIVIDUAL CONCERN TO THE FORMER.

5 IT IS COMMON GROUND THAT IN THIS CASE THE CONTESTED DECISION IS NOT ADDRESSED
TO THE APPLICANTS. IT IS THEREFORE NECESSARY , WITHOUT GOING INTO THE LEGAL
NATURE OF THE DECISION , TO CONSIDER WHETHER THE DECISION IS NEVERTHELESS OF
DIRECT AND INDIVIDUAL CONCERN TO THE APPLICANTS .

6 WITH REGARD TO THE QUESTION OF DIRECT CONCERN , THE COMMISSION AND THE
GOVERNMENT OF THE FRENCH REPUBLIC ARGUE THAT THE APPLICANTS ARE NOT DIRECTLY
AFFECTED BY THE DECISION AT ISSUE SINCE THAT DECISION MERELY AUTHORIZES THE
FRENCH REPUBLIC TO INSTITUTE A QUOTA SYTEM ON IMPORTS OF COTTON YARN FROM
GREECE , AND THUS LEAVES THE MEMBER STATE WHICH REQUESTED THE AUTHORIZATION
FREE TO MAKE USE OF IT OR NOT. THE DECISION THEREFORE DOES NOT ITSELF ESTABLISH
A SYSTEM LIMITING IMPORTS BUT , IN ORDER FOR IT TO HAVE PRACTICAL EFFECT ,
REQUIRES IMPLEMENTING MEASURES ON THE PART OF THE FRENCH AUTHORITIES.

7 IT IS TRUE THAT WITHOUT IMPLEMENTING MEASURES ADOPTED AT THE NATIONAL LEVEL
THE COMMISSION DECISION COULD NOT HAVE AFFECTED THE APPLICANTS . IN THIS CASE ,
HOWEVER , THAT FACT DOES NOT IN ITSELF PREVENT THE DECISION FROM BEING OF
DIRECT CONCERN TO THE APPLICANTS IF OTHER FACTORS JUSTIFY THE CONCLUSION THAT
THEY HAVE A DIRECT INTEREST IN BRINGING THE ACTION.

8 IN THAT RESPECT IT SHOULD BE POINTED OUT THAT , AS THE COMMISSION ITSELF
ADMITTED DURING THE WRITTEN PROCEDURE , EVEN BEFORE BEING AUTHORIZED TO DO SO
BY THE COMMISSION THE FRENCH REPUBLIC APPLIED A VERY RESTRICTIVE SYSTEM OF
LICENCES FOR IMPORTS OF COTTON YARN OF GREEK ORIGIN. IT SHOULD MOREOVER BE
OBSERVED THAT THE REQUEST FOR PROTECTIVE MEASURES NOT ONLY CAME FROM THE
FRENCH AUTHORITIES BUT SOUGHT TO OBTAIN THE COMMISSION ' S AUTHORIZATION FOR A
SYSTEM OF IMPORT QUOTAS MORE STRICT THAN THAT WHICH WAS FINALLY GRANTED.

9 IN THOSE CIRCUMSTANCE THE POSSIBILITY THAT THE FRENCH REPUBLIC MIGHT DECIDE
NOT TO MAKE USE OF THE AUTHORIZATION GRANTED TO IT BY THE COMMISSION DECISION
WAS ENTIRELY THEORETICAL , SINCE THERE COULD BE NO DOUBT AS TO THE INTENTION OF
THE FRENCH AUTHORITIES TO APPLY THE DECISION .

10 IT MUST THEREFORE BE ACCEPTED THAT THE DECISION AT ISSUE WAS OF DIRECT
CONCERN TO THE APPLICANTS.

11 WITH REGARD TO THE QUESTION WHETHER THE APPLICANTS ARE ALSO INDIVIDUALLY
CONCERNED , IT SHOULD FIRST BE POINTED OUT , AS THE COURT STATED IN ITS JUDGMENT
OF 15 JULY 1963 (CASE 25/62 , PLAUMANN , (1963 ) ECR 95 ), THAT ' PERSONS OTHER THAN
THOSE TO WHOM A DECISION IS ADDRESSED MAY ONLY CLAIM TO BE INDIVIDUALLY
CONCERNED IF THAT DECISION AFFECTS THEM BY REASON OF CERTAIN ATTRIBUTES WHICH
ARE PECULIAR TO THEM OR BY REASON OF CIRCUMSTANCES IN WHICH THEY ARE
DIFFERENTIATED FROM ALL OTHER PERSONS AND BY VIRTUE OF
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THESE FACTORS DISTINGUISHES THEM INDIVIDUALLY JUST AS IN THE CASE OF THE PERSON
ADDRESSED '.

12 THE APPLICANTS ARGUE THAT THEY FULFIL THE CONDITIONS SET OUT ABOVE SINCE
THEY ARE THE MAIN GREEK UNDERTAKINGS WHICH PRODUCE AND EXPORT COTTON YARN
TO FRANCE. THEY ARGUE THAT THEY THEREFORE BELONG TO A CLASS OF TRADERS
INDIVIDUALLY IDENTIFIABLE ON THE BASIS OF CRITERIA HAVING TO DO WITH THE
PRODUCT IN QUESTION , THE BUSINESS ACTIVITIES CARRIED ON AND THE LENGTH OF TIME
DURING WHICH THEY HAVE BEEN CARRIED ON. IN THAT REGARD THE APPLICANTS
EMPHASIZE THAT THE PRODUCTION AND EXPORT TO FRANCE OF COTTON YARN OF GREEK
ORIGIN REQUIRES AN INDUSTRIAL AND COMMERCIAL ORGANIZATION WHICH CANNOT BE
ESTABLISHED FROM ONE DAY TO THE NEXT , AND CERTAINLY NOT DURING THE SHORT
PERIOD OF APPLICATION OF THE DECISION IN QUESTION.

13 THAT PROPOSITION CANNOT BE ACCEPTED. IT MUST FIRST BE POINTED OUT THAT THE
APPLICANTS ARE AFFECTED BY THE DECISION AT ISSUE ONLY IN THEIR CAPACITY AS
EXPORTERS TO FRANCE OF COTTON YARN OF GREEK ORIGIN. THE DECISION IS NOT
INTENDED TO LIMIT THE PRODUCTION OF THOSE PRODUCTS IN ANY WAY , NOR DOES IT
HAVE SUCH A RESULT.

14 AS FOR THE EXPORTATION OF THOSE PRODUCTS TO FRANCE , THAT IS CLEARLY A
COMMERCIAL ACTIVITY WHICH CAN BE CARRIED ON AT ANY TIME BY ANY UNDERTAKING
WHATEVER. IT FOLLOWS THAT THE DECISION AT ISSUE CONCERNS THE APPLICANTS IN THE
SAME WAY AS ANY OTHER TRADER ACTUALLY OR POTENTIALLY FINDING HIMSELF IN THE
SAME POSITION. THE MERE FACT THAT THE APPLICANTS EXPORT GOODS TO FRANCE IS NOT
THEREFORE SUFFICIENT TO ESTABLISH THAT THEY ARE INDIVIDUALLY CONCERNED BY THE
CONTESTED DECISION .

15 THE APPLICANTS ARGUE HOWEVER THAT THEIR SITUATION MAY BE DISTINGUISHED
FROM THAT OF ANY OTHER EXPORTER TO FRANCE OF COTTON YARN OF GREEK ORIGIN
INASMUCH AS THEY HAD ENTERED INTO A SERIES OF CONTRACTS OF SALE WITH FRENCH
CUSTOMERS , TO BE PERFORMED DURING THE PERIOD OF APPLICATION OF THE DECISION
AND COVERING QUANTITIES OF COTTON YARN IN EXCESS OF THE QUOTAS AUTHORIZED BY
THE COMMISSION. THE APPLICANTS STATE THAT THOSE CONTRACTS COULD NOT BE
CARRIED OUT BECAUSE OF THE QUOTA SYSTEM APPLIED BY THE FRENCH AUTHORITIES.
THEY TAKE THE VIEW THAT IN THOSE CIRCUMSTANCES THEIR INDIVIDUAL INTERESTS WERE
AFFECTED BY THE DECISION IN QUESTION.

16 ACCORDING TO THE APPLICANTS THE COMMISSION WAS IN A POSITION , AND EVEN
UNDER AN OBLIGATION , TO IDENTIFY THE TRADERS WHO , LIKE THE APPLICANTS , WERE
INDIVIDUALLY CONCERNED BY ITS DECISION. IN FAILING TO OBTAIN INFORMATION IN THAT
REGARD IT DID NOT COMPLY WITH THE CONDITIONS OF APPLICATION OF ARTICLE 130 OF
THE ACT OF ACCESSION , SINCE IN THE APPLICANTS ' VIEW THAT PROVISION OBLIGES THE
COMMISSION , BEFORE MAKING A DECISION , TO ASCERTAIN WHICH TRADERS , IN THIS CASE
GREEK TRADERS , WOULD BE INDIVIDUALLY CONCERNED BY THE PROTECTIVE MEASURES
AUTHORIZED.

17 IT SHOULD FIRST BE OBSERVED THAT IF THAT ARGUMENT WERE HELD TO BE WELL
FOUNDED , IT WOULD ONLY AVAIL THOSE APPLICANTS WHO COULD SHOW THAT BEFORE
THE DATE OF THE CONTESTED DECISION THEY HAD ENTERED INTO CONTRACTS WITH
FRENCH CUSTOMERS FOR THE DELIVERY OF COTTON YARN FROM GREECE DURING THE
PERIOD OF APPLICATION OF THAT DECISION.
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18 SINCE NEITHER VOMVYX P.V. SVOLOPOULOS AND CHR. KOUTROUBIS A.E. NOR UNICOT
HELLAS A.E. PROVIDED EVIDENCE IN THAT RESPECT , THE APPLICATION MUST BE DECLARED
INADMISSIBLE IN SO FAR AS THEY ARE CONCERNED .

19 WITH REGARD TO THE OTHER APPLICANTS , IT MUST BE HELD THAT THE FACT THAT ,
BEFORE THE ADOPTION OF THE DECISION AT ISSUE , THEY HAD ENTERED INTO CONTRACTS
WHICH WERE TO BE CARRIED OUT DURING THE MONTHS TO WHICH THE DECISION APPLIED
CONSTITUES A CIRCUMSTANCE WHICH DISTINGUISHES THEM FROM ANY OTHER PERSON
CONCERNED BY THE DECISION , IN SO FAR AS THE EXECUTION OF THEIR CONTRACTS WAS
WHOLLY OR PARTLY PREVENTED BY THE ADOPTION OF THE DECISION.

20 THE COMMISSION , HOWEVER , CHALLENGES THE ASSERTION THAT THAT CIRCUMSTANCE
IS SUFFICIENT IN ITSELF FOR THE APPLICANTS TO BE REGARDED AS INDIVIDUALLY
CONCERNED. IT ARGUES THAT IN ANY EVENT WHEN IT ADOPTED THE DECISION IT WAS
UNAWARE OF THE NUMBER OF CONTRACTS ALREADY ENTERED INTO FOR THE PERIOD
COVERED BY THAT DECISION AND THAT , IN CONTRAST TO THE CASES CONSIDERED IN
PREVIOUS DECISIONS OF THE COURT , IT HAD NO WAY OF OBTAINING INFORMATION IN
THAT REGARD , SINCE THE CONTRACTS IN QUESTION WERE GOVERNED BY PRIVATE LAW
AND THERE WAS NO OBLIGATION TO DECLARE THEM TO COMMUNITY OR NATIONAL
AUTHORITIES.

21 IN THAT RESPECT IT MUST BE OBSERVED THAT THE REPLY TO BE GIVEN TO THE
QUESTION WHETHER AND TO WHAT EXTENT THE COMMISSION WAS AWARE , OR COULD
HAVE MADE ITSELF AWARE , WHICH GREEK EXPORTERS HAD ENTERED INTO CONTRACTS
COVERING THE PERIOD OF APPLICATION OF THE CONTESTED DECISION DEPENDS ON THE
INTERPRETATION GIVEN TO ARTICLE 130 OF THE ACT OF ACCESSION , AND IN PARTICULAR
ON THE QUESTION WHETHER THE COMMISSION , BEFORE AUTHORIZING A PROTECTIVE
MEASURE UNDER THAT PROVISION , IS OBLIGED TO MAKE APPROPRIATE ENQUIRIES AS TO
THE ECONOMIC EFFECTS OF THE DECISION TO BE TAKEN AND THE UNDERTAKINGS WHICH
WOULD BE AFFECTED BY IT . SINCE ARGUMENTS RELATED TO THAT PROBLEM WERE RAISED
IN SUPPORT OF THE ASSERTION THAT THE DECISION AT ISSUE IS UNLAWFUL , THE
ADMISSIBILITY OF THE APPLICATION FROM THAT POINT OF VIEW MUST BE CONSIDERED IN
CONJUNCTION WITH THE SUBSTANCE OF THE CASE.

22 THE APPLICANTS ARGUE FIRST THAT IN THE ADOPTION OF THE CONTESTED DECISION THE
CONDITIONS LAID DOWN IN ARTICLE 130 OF THE ACT OF ACCESSION WERE NOT MET. IN
THAT REGARD THE APPLICANTS MAKE THREE DISTINCT SUBMISSIONS. IN THE FIRST PLACE
THEY MAINTAIN THAT THE PRODUCT COVERED BY THE DECISION AT ISSUE DOES NOT
CONSTITUTE A ' SECTOR OF THE ECONOMY ' AS ENVISAGED BY ARTICLE 130. IN THEIR
SECOND SUBMISSION THEY ARGUE THAT THE SECTORAL OR REGIONAL DIFFICULTIES
REFERRED TO IN THAT ARTICLE DID NOT EXIST IN THIS CASE. IN THEIR THIRD
SUBMISSION THEY ASSERT THAT THE CONTENT OF THE DECISION IN QUESTION WAS NOT
RESTRICTED TO THE MEASURES STRICTLY NECESSARY , CONTRARY TO ARTICLE 130 (3 ).

23 TAKING INTO ACCOUNT WHAT HAS ALREADY BEEN SAID WITH REGARD TO THE
ADMISSIBILITY OF THE ACTION , THIS LAST SUBMISSION SHOULD BE CONSIDERED FIRST.

24 IT SHOULD BE BORNE IN MIND IN THIS REGARD THAT UNDER ARTICLE 130 (1 ) OF THE
ACT OF ACCESSION A MEMBER STATE MAY APPLY FOR AUTHORIZATION TO TAKE
PROTECTIVE MEASURES WITH REGARD TO THE HELLENIC REPUBLIC ' IF... DIFFICULTIES
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ARISE WHICH ARE SERIOUS AND LIABLE TO PERSIST IN ANY SECTOR OF THE ECONOMY OR
WHICH COULD BRING ABOUT SERIOUS DETERIORATION IN THE ECONOMIC SITUATION OF A
GIVEN AREA '.

25 ARTICLE 130 (3 ) PROVIDES THAT :

' THE MEASURES AUTHORIZED UNDER PARAGRAPH (2 ) MAY INVOLVE DEROGATIONS FROM
THE RULES OF THE EEC TREATY AND OF THIS ACT TO SUCH AN EXTENT AND FOR SUCH
PERIODS AS ARE STRICTLY NECESSARY IN ORDER TO ATTAIN THE OBJECTIVES REFERRED TO
IN PARAGRAPH (1 ). PRIORITY SHALL BE GIVEN TO SUCH MEASURES AS WILL LEAST
DISTURB THE FUNCTIONING OF THE COMMON MARKET '.

26 THAT REQUIREMENT MAY BE EXPLAINED BY THE FACT THAT A PROVISION PERMITTING
THE AUTHORIZATION OF PROTECTIVE MEASURES WITH REGARD TO A MEMBER STATE
WHICH DEROGATE , EVEN TEMPORARILY AND IN RESPECT OF CERTAIN PRODUCTS ONLY ,
FROM THE RULES RELATING TO THE FREE MOVEMENT OF GOODS MUST , LIKE ANY
PROVISION OF THAT NATURE , BE INTERPRETED STRICTLY .

27 THE APPLICANTS ARGUE THAT THE DECISION AT ISSUE HAS A SERIOUS IMPACT ON THE
GREEK TRADERS CONCERNED , EVEN THOUGH THERE IS NOT THE SLIGHTEST INDICATION IN
THE STATEMENT OF THE REASONS ON WHICH THAT DECISION IS BASED THAT THE
COMMISSION TOOK INTO ACCOUNT THE VERY SERIOUS EFFECTS WHICH ITS DECISION
WOULD HAVE FOR THOSE TRADERS.

28 IT MUST BE OBSERVED THAT IN ORDER TO ASCERTAIN WHETHER THE MEASURE WHOSE
AUTHORIZATION IS BEING CONSIDERED MEETS THE CONDITIONS LAID DOWN IN ARTICLE 130
(3 ) THE COMMISSION MUST ALSO TAKE INTO ACCOUNT THE SITUATION IN THE MEMBER
STATE WITH REGARD TO WHICH THE PROTECTIVE MEASURE IS REQUESTED. IN PARTICULAR ,
IN SO FAR AS THE CIRCUMSTANCES OF THE CASE PERMIT , THE COMMISSION MUST INQUIRE
INTO THE NEGATIVE EFFECTS WHICH ITS DECISION MIGHT HAVE ON THE ECONOMY OF THAT
MEMBER STATE AS WELL AS ON THE UNDERTAKINGS CONCERNED. IN THAT CONNECTION IT
MUST ALSO CONSIDER , IN SO FAR AS IS POSSIBLE , THE CONTRACTS WHICH THOSE
UNDERTAKINGS , RELYING ON THE CONTINUATION OF FREE TRADE WITHIN THE COMMUNITY
, HAVE ALREADY ENTERED INTO AND WHOSE EXECUTION WILL BE WHOLLY OR PARTIALLY
PREVENTED BY THE DECISION AUTHORIZING THE PROTECTIVE MEASURE.

29 IN THAT REGARD THE COMMISSION OBJECTS THAT IT WOULD BE IMPOSSIBLE FOR IT ,
DURING THE BRIEF PERIOD WITHIN WHICH IT MUST ACT , TO MAKE ITSELF AWARE OF THE
EXACT NUMBER OF CONTRACTS MEETING THAT DESCRIPTION

30 THAT ARGUMENT CANNOT BE ACCEPTED IN THE LIGHT OF THE CIRCUMSTANCES OF THIS
CASE. BEFORE ADOPTING THE CONTESTED DECISION THE COMMISSION HAD SUFFICIENT TIME
TO OBTAIN THE NECESSARY INFORMATION . AS THE COMMISSION ADMITTED AT THE
HEARING , MOREOVER , IT HAD ARRANGED A MEETING WITH REPRESENTATIVES OF THE
GREEK GOVERNMENT AND OF THE TRADE INTERESTS CONCERNED , WHICH EVEN INCLUDED
CERTAIN OF THE APPLICANTS .

31 IN THOSE CIRCUMSTANCES IT MUST BE CONCLUDED THAT THE COMMISSION WAS IN A
POSITION TO OBTAIN SUFFICIENTLY EXACT INFORMATION ON THE CONTRACTS ALREADY
ENTERED INTO WHICH WERE TO BE PERFORMED DURING THE PERIOD OF APPLICATION OF
THE DECISION AT ISSUE. IT FOLLOWS THAT THE UNDERTAKINGS WHICH WERE PARTY TO
CONTRACTS MEETING THAT DESCRIPTION MUST BE CONSIDERED AS INDIVIDUALLY
CONCERNED FOR THE PURPOSE OF THE ADMISSIBILITY OF THIS ACTION , AS MEMBERS
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OF A LIMITED CLASS OF TRADERS IDENTIFIED OR IDENTIFIABLE BY THE COMMISSION AND
BY REASON OF THOSE CONTRACTS PARTICULARLY AFFECTED BY THE DECISION AT ISSUE.

32 THE OBJECTION OF INADMISSIBILITY RAISED BY THE COMMISSION AND SUPPORTED BY
THE GOVERNMENT OF THE FRENCH REPUBLIC MUST THEREFORE BE DISMISSED , EXCEPT AS
REGARDS THE TWO APPLICANTS REFERRED TO ABOVE IN PARAGRAPH 18.

33 WITH REGARD TO THE SUBSTANCE OF THE CASE , IT APPEARS FROM THE TEXT OF THE
DECISION IN QUESTION THAT THE COMMISSION DID TO A CERTAIN EXTENT COMPLY WITH
THE REQUIREMENTS LAID DOWN BY ARTICLE 130 (3 ). IT DID AUTHORIZE QUOTAS LESS
STRICT THAN THOSE REQUESTED BY THE FRENCH REPUBLIC . IN ARTICLE 3 OF THE
DECISION , MOREOVER , IT INCLUDED A CLAUSE EXEMPTING SHIPMENTS SENT FROM GREECE
BEFORE THE NOTIFICATION OF THE DECISION.

34 HAVING REGARD TO THE PARTICULAR CIRCUMSTANCES OF THIS CASE , IT DOES NOT
HOWEVER APPEAR THAT THE COMMISSION TOOK SUFFICIENT ACCOUNT OF THE INTERESTS
OF OTHER GREEK TRADERS ALSO AFFECTED BY ITS DECISION. IN A CASE SUCH AS THIS ,
WHERE THE REQUEST FOR PROTECTIVE MEASURES WAS MADE AT THE TIME WHEN THE
MEMBER STATE REQUESTING THEM WAS ALREADY APPLYING AN UNAUTHORIZED SYSTEM
OF IMPORT QUOTAS FOR THE PRODUCTS IN QUESTION , THE COMMISSION SHOULD HAVE
BEEN MORE PRUDENT IN ITS ATTITUDE AND SHOULD HAVE SHOWN GREATER CONCERN FOR
THE SITUATION OF THE GREEK UNDERTAKINGS ; IT SHOULD IN PARTICULAR HAVE TAKEN
INTO ACCOUNT , WITH A VIEW TO THEIR POSSIBLE EXEMPTION IN WHOLE OR IN PART FROM
THE APPLICATION OF THE DECISION , CONTRACTS ENTERED INTO IN GOOD FAITH BEFORE
THE DATE OF THAT DECISION AND TO BE PERFORMED DURING THE MONTHS COVERED BY
THE PROTECTIVE MEASURES.

35 IT FOLLOWS FROM THE FOREGOING THAT IN TAKING INTO CONSIDERATION ONLY THOSE
CONTRACTS UNDER WHICH SHIPMENTS HAD ALREADY BEEN SENT FROM GREECE AND NOT
THOSE WHICH MET THE DESCRIPTION SET OUT ABOVE , ALTHOUGH NOTHING PREVENTED IT
FROM DOING SO , THE COMMISSION DID NOT ENTIRELY COMPLY WITH THE PROVISIONS OF
ARTICLE 130 (3 ).

36 THE APPLICANTS ALSO ARGUE THAT THE PRODUCT TO WHICH THE DECISION AT ISSUE
APPLIES DOES NOT CONSTITUTE A ' SECTOR OF THE ECONOMY ' AS REFERRED TO IN
ARTICLE 130 OF THE ACT OF ACCESSION. IN THAT REGARD THEY MAINTAIN THAT COMBED
COTTON YARN , TO WHICH THE REQUEST FOR PROTECTIVE MEASURES MADE BY THE
GOVERNMENT OF THE FRENCH REPUBLIC REFERRED , CAN ONLY WITH DIFFICULTY BE
DISTINGUISHED FROM CARDED COTTON YARN , SINCE THE TWO PRODUCTS ARE LARGELY
INTERCHANGEABLE AND REQUIRE THE SAME PRODUCTION STRUCTURE.

37 IT APPEARS , HOWEVER , THAT ALTHOUGH THE REQUEST OF THE GOVERNMENT OF THE
FRENCH REPUBLIC REFERRED TO DIFFICULTIES IN THE COMBED COTTON YARN SECTOR
ALONE THE COMMISSION DECISION APPLIED TO BOTH COMBED AND CARDED YARNS. THE
COMMISSION THUS MADE NO DISTINCTION BETWEEN THOSE TWO PRODUCTS. THE
ARGUMENT SET OUT ABOVE IS THEREFORE IRRELEVANT AND MUST BE REJECTED.

38 THE APPLICANTS GO ON TO STATE THAT THE DECISION AT ISSUE REFERS TO THE
EXISTENCE OF BOTH ' DIFFICULTIES... WHICH ARE SERIOUS AND LIABLE TO PERSIST ' IN A
SECTOR OF THE ECONOMY AND ' DIFFICULTIES.. . WHICH COULD BRING ABOUT SERIOUS
DETERIORATION IN THE ECONOMIC SITUATION OF A GIVEN AREA ' , AS
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REFERRED TO IN ARTICLE 130 , BUT THAT NEITHER OF THOSE ALTERNATIVE CONDITIONS IS
IN ITSELF MET.

39 IN THAT REGARD IT MUST FIRST BE POINTED OUT THAT ALTHOUGH ARTICLE 130 LAYS
DOWN TWO DISTINCT CONDITIONS UNDER WHICH THE COMMISSION MAY AUTHORIZE A
PROTECTIVE MEASURE , THAT DOES NOT MEAN THAT FACTORS RELATING TO ONE OR THE
OTHER OF THOSE CONDITIONS MAY NOT BE TAKEN INTO ACCOUNT GENERALLY IN ORDER
TO ARRIVE AT THE CONCLUSION THAT THE REQUEST FOR A PROTECTIVE MEASURE MADE
BY A MEMBER STATE IS JUSTIFIED.

40 FURTHERMORE , IN THE APPLICATION OF ARTICLE 130 THE COMMISSION HAS A WIDE
DISCRETION IN DETERMINING WHETHER THE CONDITIONS JUSTIFYING THE ADOPTION OF A
PROTECTIVE MEASURE ARE PRESENT. AS THE COURT HAS HELD ON SEVERAL OCCASIONS
(SEE JUDGMENT OF 25 JANUARY 1979 , CASE 98/78 , RACKE , (1979 ) ECR 69 ), IN CASES
INVOLVING SUCH DISCRETION THE COURT MUST RESTRICT ITSELF TO CONSIDERING
WHETHER THE EXERCISE OF THAT DISCRETION CONTAINS A MANIFEST ERROR OR
CONSTITUTES A MISUSE OF POWER OR WHETHER THE COMMISSION CLEARLY EXCEEDED THE
BOUNDS OF ITS DISCRETION .

41 THERE IS NO BASIS FOR HOLDING THAT THE COMMISSION ' S DECISION IS VITIATED BY
SUCH DEFECTS. THAT SUBMISSION MUST THEREFORE BE REJECTED

42 IT FOLLOWS FROM THE FOREGOING CONSIDERATIONS THAT COMMISSION DECISION NO
81/988 OF 30 OCTOBER 1981 AUTHORIZING THE FRENCH REPUBLIC TO TAKE PROTECTIVE
MEASURES WITH REGARD TO IMPORTS OF COTTON YARN FROM GREECE MUST BE DECLARED
VOID IN SO FAR AS IT APPLIES TO CONTRACTS ENTERED INTO BEFORE THE DATE OF ITS
NOTIFICATION AND TO BE PERFORMED DURING THE PERIOD OF ITS APPLICATION.
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Judgment of the Court of First Instance (Third Chamber)
First Instance (Third Chamber)First Instance (Third Chamber)2003. BaByliss SA v Commission of the

European Communities. Competition - Concentrations - Regulation (EEC) No 4064/89 - Action brought
by a third party - Admissibility - Commitments in the course of the first phase of examination - Trade

mark licence - Modification of commitments - Time-limits - Financial aid by the State - Nominal
purchase price - Serious doubts as to the compatibility of the concentration with the common market -

Absence of commitment on markets with serious competition problems. Case T-114/02.

In Case T-114/02,

BaByliss SA, established in Montrouge (France), represented by J.-P. Gunther, lawyer,

applicant,

supported by

De'LonghiSpA, established in Trévise (Italy), represented by M. Merola, D. Domenicucci and I. van Schendel,
lawyers,

intervener,

v

Commission of the European Communities, represented by V. Superti, K. Wiedner and F. Lelièvre, acting as
Agents, with an address for service in Luxembourg,

defendant,

supported by

SEB SA, established in Ecully (France), represented by D. Voillemot and S. Hautbourg, lawyers,

intervener,

APPLICATION for the annulment of the Commission's Decision SG (2002) D/228078 of 8 January 2002 not
to oppose the concentration between SEB and Moulinex and to declare it compatible with the common market
and with the Agreement on the European Economic Area, subject to compliance with the proposed
commitments (Case COMP/M.2621 - SEB/Moulinex),

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES

(Third Chamber),

composed of: K. Lenaerts, President, J. Azizi and M. Jaeger, Judges,

Registrar: J. Palacio Gonzalez, Principal Administrator,

having regard to the written procedure and further to the hearing on 9 October 2002,

gives the following

Judgment

Costs

443 Under Article 87(3) of the Rules of Procedure, where each party succeeds on some and fails on other
heads, or where the circumstances are exceptional, the Court may order that the costs be shared or that each
party bear its own costs. In the present case, as both the applicant and the Commission have failed on several
heads, each must be ordered to bear its own costs.

444 SEB and De'Longhi, interveners, are ordered to bear their own costs pursuant to the third subparagraph of
Article 87(4).

© An extract from a JUSTIS database



62002A0114 European Court reports 2003 Page II-01279 2

On those grounds,

THE COURT OF FIRST INSTANCE

(Third Chamber)

hereby:

1. Annuls, in relation to the markets in Italy, Spain, Finland, the United Kingdom and Ireland, Commission
Decision SG (2002) D/228078 of 8 January 2002 not to oppose the concentration between SEB and Moulinex
and to declare it compatible with the common market and with the Agreement on the European Economic
Area, subject to compliance with the proposed commitments (Case COMP/M.2621 - SEB/Moulinex);

2. Dismisses the remainder of the application;

3. Orders the applicant and the Commission to bear their own costs;

4. Orders SEB SA and De'Longhi SpA to bear their own costs.

Relevant legislation

1 Article 1 of Council Regulation (EEC) No 4064/89 of 21 December 1989 on the control of concentrations
between undertakings (OJ 1990 L 257, p. 13), as last amended by Council Regulation (EC) No 1310/97 (OJ
1997 L 180, p. 1, hereinafter `Regulation No 4064/89') provides that the regulation is to apply to
concentrations with a Community dimension as defined in Article 1(2) and (3).

2 Under Article 4(1) of Regulation No 4064/89, concentrations with a Community dimension must be notified
to the Commission in advance.

3 Moreover, Article 7(1) of Regulation No 4064/89 provides that a concentration with a Community
dimension may not be put into effect either before its notification or until it has been declared compatible
with the common market. However, Article 7(4) allows the Commission to grant, on request, a derogation
from that obligation to suspend the concentration.

4 Under Article 6(1)(b) of Regulation No 4064/89, where the Commission finds that the notified
concentration, although falling within the scope of Regulation No 4064/89, does not raise serious doubts as to
its compatibility with the common market, it must decide not to oppose it and must declare it compatible with
the common market (`Phase I Procedure').

5 Conversely, under Article 6(1)(c), where the Commission finds that the notified concentration falls within
the scope of Regulation No 4064/89 and raises serious doubts as to its compatibility with the common market,
it must decide to initiate proceedings (`Phase II Procedure').

6 Article 6(2) of Regulation No 4064/89 provides as follows:

`Where the Commission finds that, following modification by the undertakings concerned, a notified
concentration no longer raises serious doubts within the meaning of paragraph 1(c), it may decide to declare
the concentration compatible with the common market pursuant to paragraph 1(b).

The Commission may attach to its decision under paragraph 1(b) conditions and obligations intended to ensure
that the undertakings concerned comply with the commitments they have entered into vis-à-vis the
Commission with a view to rendering the concentration compatible with the common market.'

7 Under Article 18(1) of Commission Regulation (EC) No 447/98 of 1 March 1998 on the notifications,
time-limits and hearings provided for in Regulation No 4064/89 (OJ 1998 L 61, p. 1), `commitments proposed
to the Commission by the undertakings concerned pursuant to Article 6(2) of Regulation (EEC) No 4064/89
which are intended by the parties to form the basis for a decision pursuant to
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Article 6(1)(b) of that Regulation shall be submitted to the Commission within not more than three weeks
from the date of receipt of the notification'.

8 In its Notice on remedies acceptable under Regulation No 4064/89 and under Regulation No 447/98 (OJ
2001 C 68, p. 3, hereinafter the `Remedies Notice'), the Commission sets out its guidelines with respect to
commitments.

9 Article 21(1) of Regulation No 4064/89 provides that the Commission is to have sole competence to take
the decisions provided for in that regulation. Article 21(2) states that no Member State is to apply its national
legislation on competition to any concentration that has a Community dimension.

10 However, Article 9 of Regulation No 4064/89 allows the Commission to refer the examination of a
concentration with a Community dimension to a Member State where the concentration threatens to create or
to strengthen a dominant position as a result of which effective competition will be significantly impeded on a
market within that Member State which presents all the characteristics of a distinct market.

Facts

I - The undertakings concerned

11 The application in the present case, made by BaByliss SA (hereinafter also referred to as `the applicant'),
seeks the annulment of the Commission's decision approving, subject to conditions, the concentration between
SEB and Moulinex.

12 The applicant is a French company, controlled by the American group Conair, which specialises in the
manufacture and marketing, under the trade mark BaByliss, of small electrical household appliances known as
`beauty aids' (for example, hair-dryers, heated hair curlers and brushes, clippers, female epilation and body
care appliances). The Conair group manufactures all types of small electrical household appliances (kitchen,
beauty, cleaning) in the United States and throughout the world, mainly under the trade marks Conair,
BaByliss, Interplak, Forfex, Cuisinart, Revlon and Vidal Sassoon.

13 SEB is a French company active worldwide in the development, production and marketing of small
electrical household appliances. It markets its products in more than 120 countries under two trade marks with
an international dimension (Tefal and Rowenta) and four local trade marks (Calor and SEB in France and
Belgium, Arno in Brazil and the Mercosur countries, and Samurai in the Andean Pact countries). The
categories of products marketed by SEB under the various trade marks are cooking appliances (mini-ovens,
deep friers, toasters, informal meals), machines for making hot drinks (electric filter coffee machines, espresso
machines, kettles), food mixers, irons and ironing stations, personal care appliances (epilation, hairdressing,
shaving, etc.), vacuum cleaners, domestic heating and ventilation appliances and kitchen utensils.

14 Moulinex is also a French company active worldwide in the development, production and marketing of
small electrical household appliances. It markets the same categories of products as SEB under two
international trade marks (Moulinex and Krups) and one local trade mark (Swan in the United Kingdom).
Moulinex also markets microwave ovens.

II - National proceedings

15 On 7 September 2001 bankruptcy proceedings were initiated against the Moulinex group before the
Tribunal de Commerce (Commercial Court), Nanterre, France. In accordance with French law, administrators
were appointed by the court to establish whether Moulinex should continue its activities, be transferred to a
third party or be liquidated. Since, in the present case, the continuation of its business activities was found to
be impossible, the administrators set out to find a purchaser for all or part of the business activities of
Moulinex.
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16 In the course of those proceedings, SEB put forward a proposal to purchase certain elements of Moulinex's
business relating to small electrical household appliances, namely:

- the right to exploit the trade marks Moulinex, Krups and Swan in respect of all the products concerned; and

- part of the production facilities (eight of the 18 Moulinex production sites and some of the equipment
located at the sites not purchased) allowing the production of at least certain models of all the products
manufactured by Moulinex apart from vacuum cleaners and microwave ovens; and

- some of the marketing companies, namely, for Europe, solely the German and Spanish companies.

17 In a letter of 25 September 2001 to the administrators of Moulinex, BaByliss, with a view to expanding its
presence in the sector of small electrical household appliances in France and throughout the world, submitted
an offer to acquire Krups' worldwide business, including plant, equipment, stocks, industrial property rights
and distribution networks.

18 By judgment of 22 October 2001, the Nanterre Tribunal de Commerce accepted the purchase offer made
by SEB.

III - Procedure before the Commission

19 On 27 September 2001, at the request of SEB, the Commission granted a derogation with suspensive effect
as provided for by Article 7(4) of Regulation No 4064/89. The Commission's decision was principally based
on the fact that the administrators had demanded that all purchase offers be unconditional. The derogation
granted by the Commission was limited to the management of the purchased assets.

20 On 13 November 2001 the proposed acquisition by SEB of certain assets of Moulinex was notified to the
Commission under Article 4 of Regulation No 4064/89.

21 On 21 November 2001 the Commission published the notice provided for by Article 4(3) of Regulation No
4064/89 in the Official Journal of the European Communities. In paragraph 4 of that notice, the Commission
invited `interested third parties to submit their possible observations on the proposed operation'.

22 In response to the notice, BaByliss informed the Commission, by letters of 27 and 29 November 2001, of
its concern regarding the proposed concentration, in view of the considerable anti-competitive effects of the
closer relations between SEB and Moulinex in the sector which BaByliss envisaged entering very shortly. In
that connection BaByliss observed that it was positioning itself as a potential competitor of SEB-Moulinex in
the sector of small electrical household appliances and, in particular, the sector of small kitchen equipment, in
which it was expanding under the trade mark Cuisinart. By letter of 29 November 2001, annexed to the letter
of the same date, BaByliss sent the Commission a proposal for a total purchase, including the entire workforce
and assets of Moulinex in France, together with a business plan for Cuisinart (`Cuisinart Strategy France')
dated November 2001.

23 By letter of 30 November 2001, BaByliss replied to the questionnaire sent by the Commission to the
competitors on 27 November 2001.

24 On 5 December 2001 the parties to the concentration proposed commitments to the Commission.

25 The applicant's representatives had a meeting with the Commission concerning the proposed concentration
on the same day.

26 By letter of 6 December 2001, BaByliss informed the Commission of its reservations regarding the
possibility that the Commission might refer the whole or part of the case to the national competition
authorities if they so requested.
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27 On 7 December 2001 the French competition authorities requested the Commission to refer part of the case
under Article 9(2)(a) of Regulation No 4064/89 with respect to the effects of the concentration on competition
on certain markets for the sale of small electrical household appliances in France.

28 In response to concerns expressed by the Commission, the parties to the concentration revised their initial
commitments on 18 December 2001.

29 On 20 December 2001 BaByliss submitted to the Commission its observations concerning the market
shares which SEB-Moulinex would have in the categories of products examined by the Commission as a result
of the concentration.

30 By letter of 21 December 2001 BaByliss replied to a questionnaire, sent by the Commission on 20
December 2001, concerning the commitments of the parties to the concentration.

31 As a result of observations submitted by interested third parties, the parties to the concentration revised
their commitments once again.

32 On 28 December 2001 the applicant submitted an offer for the purchase of part of Moulinex.

33 On 3 January 2002 BaByliss gave additional replies to the questionnaire, sent by the Commission on 20
December 2001, concerning the commitments of the parties to the concentration. The applicant reaffirmed its
interest in acquiring all or part of Moulinex assets. It also repeated its concern regarding its position and the
dominant position of SEB-Moulinex which would result from the concentration in relation to a certain number
of categories of small electrical household appliances in the main European countries.

34 On 8 January 2002 the Commission approved, subject to conditions, the concentration between SEB and
Moulinex on the basis of Article 6(1)(b) and (2) of Regulation No 4064/89 and Article 57 of the Agreement
on the European Economic Area (`EEA') (`the contested decision').

35 However, the contested decision does not deal with the French market as, on the same day, the
Commission acceded to the French authorities' request for a referral of part of the case.

36 On 8 July 2002 the French Minister for the Economy authorised the concentration, without imposing
commitments, on the basis of the `failing firm doctrine'.

The contested decision

I - The relevant product markets

37 Paragraph 16 of the contested decision states that the economic sector affected by the concentration in
issue is that of the sale of small electrical household appliances, which can be divided into 13 product
categories: deep friers and skillets; mini ovens; toasters; sandwich and waffle makers; appliances for the
preparation of informal meals (`stone grill', `wok party', `raclette', `fondue', etc.); electrical barbecues and
indoor grills; rice and steam cookers; electric filter coffee machines; kettles; espresso machines; blenders and
mixers; irons and ironing stations; and personal care appliances (health and beauty appliances). The first 11
product categories are commonly referred to as kitchenware.

38 The Commission considers that each category of small electrical household appliances can constitute a
distinct product market (paragraph 25 of the contested decision). The Commission's findings are based
essentially on an analysis of demand-side substitutability, inasmuch as each category has a specific function
and is intended for a distinct end use. Furthermore, the Commission rejects supply-side substitutability by the
supplier. It points out that, even if all the manufacturers were in a position to manufacture all types of small
electrical household appliances, the cost and time involved in entering a new market may be substantial.
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II - The relevant geographical markets

39 According to the Commission, `a national definition of the relevant geographical markets must be regarded
as having the greatest credibility at the end of the Phase I examination' (paragraph 30 of the contested
decision).

III - Importance of the trade marks

40 The Commission states that trade marks are one of the principal factors influencing the choice of the
ultimate consumer and therefore constitute one of the major elements of competition between manufacturers of
small electrical household appliances (paragraph 36 of the contested decision).

41 In that connection, it points out that SEB and Moulinex invest significant sums in maintaining the
reputation of their trade marks (paragraph 38 of the contested decision). It also states that the offers received
in the course of the sale of Moulinex related almost exclusively to the trade marks of that group rather than
to the production units (paragraph 39 of the contested decision).

IV - Competition analysis

42 With respect to the effects on competition of the concentration at issue, the Commission, first of all, rejects
the argument that the effects of the concentration are no different from those of the competitive situation
which would have arisen from the liquidation of the Moulinex group. In that regard, it states:

`Following the Phase I examination, such an argument cannot be accepted since, from the start of the
court-supervised reorganisation of the Moulinex group, a number of undertakings indicated their interest in
acquiring trade marks owned by that group. Furthermore, the possibility cannot be ruled out that certain items
of equipment or industrial property would have been acquired by third parties other than SEB. Given the
importance of the trade mark on the relevant markets, those third parties would probably have been in a
position to restore, entirely or partially, the competition capacity of Moulinex' (paragraph 41 of the contested
decision).

43 At the end of its analysis, the Commission concludes that the notified concentration raises serious doubts
as to its compatibility with the common market on a number of markets for kitchenware (paragraph 44 of the
contested decision). With respect to the geographical markets examined in the contested decision, it observes
in essence that:

- in Portugal, Greece, Belgium and the Netherlands, where, prior to the concentration, SEB and Moulinex at
times held significant positions in the small household electric appliances sector, the situation of SEB would
be strengthened by the addition of Moulinex and the transaction would lead to combinations of - in some
cases, large - market shares with respect to a large number of the categories of goods concerned. According to
the Commission, that market strength will be increased by an unrivalled portfolio of several trade marks,
whereas operators such as Philips, Braun or Taurus have only one single trade mark (paragraphs 43 and 45 to
47 of the contested decision);

- in Germany, Austria, Denmark, Sweden and Norway, the transaction would substantially change the
competition conditions on a number of product markets (paragraph 43 of the contested decision);

- lastly, in other Member States, the transaction would change competition conditions only marginally
(paragraph 43 of the contested decision).

44 According to the Commission, the notified transaction thus raises serious doubts as to its compatibility with
the common market on the following markets (paragraph 128 of the contested decision);

- Germany: deep friers and barbecues/grills;

- Austria: deep friers and informal meals;
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- Belgium: food mixers, espresso machines, kettles, toasters, informal meals, barbecues/grills, irons and ironing
stations;

- Denmark: deep friers and portable ovens;

- Greece: deep friers, kettles, sandwich/waffle makers, espresso machines and food mixers;

- Norway: deep friers and portable ovens;

- the Netherlands: deep friers, espresso machines, mini-ovens, informal meals, barbecues/grills, irons and
ironing stations;

- Portugal: deep friers, toasters, coffee machines, espresso machines, kettles, mini-ovens, sandwich/waffle
makers, informal meals, barbecues/grills and food mixers;

- Sweden: deep friers.

45 On the other hand, the Commission concluded that the concentration did not raise serious doubts as to the
personal care market in any of the countries (with the exception of France) regardless of how the product
market is defined since the parties' combined share of the market is less than 20% (paragraph 44 of the
contested decision).

V - Commitments of the parties to the concentration

46 Nevertheless, following the commitments proposed by the parties to the concentration, the Commission
found that the serious doubts as to the compatibility of the concentration with the common market could be
overcome since those commitments constituted a direct and immediate response to the competition problems
identified in the decision with respect to markets outside France.

47 Initially, the commitments submitted by the parties to the concentration on 5 December 2001 envisaged a
withdrawal from the entire European Economic Area for a period of two years of goods with the Moulinex
trade mark in the following categories: deep friers, portable ovens, informal meals, barbecues/grills, irons and
ironing stations. However, according to the Commission, those initial commitments would not allow the
substitution of another operator for the Moulinex group and did not concern all of the markets in respect of
which the transaction potentially raised serious doubts (paragraph 135 of the contested decision).

48 On 18 December 2001 the parties therefore `improved their proposal so as to make it practicable and
effective' (paragraph 135 of the contested decision). That new proposal provided for an exclusive licence to
use the trade mark Moulinex for a period of three years (coupled with a commitment not to enter the market
under the trade mark Moulinex for a further year) in respect of all the product categories in Belgium, Greece,
the Netherlands and Portugal and in respect of deep friers in Germany, Austria, Denmark, Norway and
Sweden. The holders of such a licence would be subject to an obligation to obtain supplies of toasters, coffee
machines, kettles and food mixers from the licensor.

49 However, the third parties invited to submit observations were critical of those commitments, particularly
with respect to the licence period and period of non-entry, the obligation to obtain supplies, the absence of
any corrective adjustment to offset the effects of the notified transaction on competition on certain markets,
the absence of any circumstances sufficiently serious to warrant, in economic terms, the entry of a new
operator on the relevant markets and the lack of effective control by the licensee over the Moulinex trade
mark within the framework of the remedies relating specifically to deep friers, since SEB would continue to
enjoy the use of the trade mark on the other goods (paragraph 136 of the contested decision).

50 According to the contested decision, SEB therefore `perfected' its commitments by extending the licence to
use the trade mark to cover all small household electrical appliances for Germany, Austria, Denmark, Norway
and Sweden. SEB thus aligned the commitment in respect of those five
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countries with that already proposed in respect of Belgium, Greece, the Netherlands and Portugal. SEB also
extended the term of the licence to five years (and to three years for the non-entry commitment) and withdrew
the obligation requiring the licensee to obtain supplies from the licensor (paragraph 137 of the contested
decision).

51 The contested decision summarises the commitments accepted by the Commission as follows:

`129 In each of those States, the SEB group will grant to a third party an exclusive licence to use the trade
mark Moulinex, covering the sale of all 13 categories of small electrical household appliances.

130 According to the commitments, the licence will be granted to one or more third parties for a period of
five years. During the term of the licence and for a further period of three years following its expiry, SEB
will be prohibited from marketing any products for domestic use under the trade mark Moulinex in the States
concerned. Furthermore, the SEB group undertakes not to market the models of the Moulinex range under a
different trade mark in the countries concerned for as long as the licensee chooses to obtain its supplies from
SEB or to benefit from an industrial property licence.

131 The purpose of that licence is to authorise the use of the trade mark Moulinex with the aim of enabling
the licensee to establish or strengthen its own trade mark on the relevant geographical market. For that
purpose, during the licence period, the licensee will be authorised to use the Moulinex trade mark alone or
together with its own trade mark and, subsequently, to change from "co-branding" to its own trade mark at
any time. SEB will have the power to ensure that the Moulinex logotype is respected by the licensee or
licensees.

132 The licensee or licensees will be free to choose the manner of the provision of supplies for all of the
products and for all the countries concerned. If they so wish, they may require SEB to enter [into] a supply
contract in respect of all or part of the licence period and for all or some of the product categories covered.
Such supply should correspond to 65% of sales under the trade mark Moulinex in 2000. It should be noted
that SEB nevertheless proposes to impose on the German licensee a supply obligation in respect of food
mixers. SEB justifies this exception by reference to the need to maintain the workforce of the production units
in Germany which it acquired following the judgment of the Tribunal de Commerce, Nanterre.

133 Moreover, to the extent required by a licensee, SEB undertakes to grant a licence covering the industrial
property rights (designs, models, patents and know-how) relating to one or more Moulinex models to enable
the licensee either to manufacture the models in question itself or to subcontract the manufacture to a third
party of its choice.

134 The SEB group undertakes to nominate an agent whose initial task it will be, in particular, to ensure the
satisfactory fulfilment of its commitments. SEB has undertaken to entire into the trade mark licence
agreements provided for in the commitments within a period of [...] from the date of receipt of the
Commission's authorisation. If, after expiry of that period, SEB has not entered into all or any of the
agreements provided for by the commitments, the agent will be responsible for finding one or more licensees
and for concluding those agreements within a period of.... The choice of licensees will be subject to approval
by the Commission.'

52 The Commission considers that those commitments will lead to a significant reduction in the overlap of
market shares arising from the notified concentration. It states that it is only that resulting from sales under
the Krups trade mark which will not be eliminated. However, according to the Commission, the increased
market share linked to the Krups trade mark is likely to give rise to competition problems only on the
espresso machine markets and informal meals market in Portugal (paragraph 139 of the contested decision).
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53 In the Commission's view, the proposed commitments will enable the conditions for effective competition
to be restored on a lasting basis. The five-year period envisaged for the licence will enable the licensee to
induce the migration of Moulinex products to its own brand with limited losses to SEB when it is in a
position to reintroduce the Moulinex brand to the relevant markets. In that respect, the Commission points out
that the average lifetime of small electrical household products is approximately three years. According to the
Commission, the migration to the licensee's own trade mark is facilitated all the more since the licensee will
be the sole beneficiary of the Moulinex trade mark in respect of all small electrical household products in the
geographical zone concerned (paragraph 140 of the contested decision).

54 The Commission considers that the extension of the exclusive licence commitments to all small electrical
household products and thus to products in respect of which the Commission had no serious doubts is
necessary to ensure the efficiency and viability of those remedies. If those licences had covered only a limited
number of products, the licensee would have seen its room for manoeuvre to effect re-branding severely
reduced since the trade mark Moulinex would have been used by two competing entities in the countries
concerned, namely SEB and the holder of the licence limited to certain products (paragraph 141 of the
contested decision).

55 Moreover, the Commission observes that the licensee will be able to produce Moulinex products itself if it
so wishes, whilst SEB can be required to provide it with new models which it develops for the Moulinex
product range in the countries not covered by the commitments (paragraph 142 of the contested decision).

56 Finally, the Commission points out that, according to the commitments, the licensee or licensees must be
currently present on the market or potentially capable of entering it, viable, independent without any links to
the SEB group and in possession of the competence and motivation necessary to provide active and effective
competition on the markets concerned. The commitments also provide that the licensee or licensees must have
their own trade mark which is capable of being associated with the trade mark Moulinex (paragraph 144 of
the contested decision).

57 The Commission therefore considers (paragraph 146 of the contested decision) that the commitments
proposed by the parties are sufficient to overcome the doubts as to the compatibility of the concentration with
the common market in those nine countries on condition that the parties fulfil the following commitments:

`(a) the commitment to grant an exclusive licence to sell household electrical appliances under the Moulinex
trade mark for a period of five years covering the 13 categories of products mentioned in this decision, as
defined in Section 1(a) of the commitments set out in the annex to this decision;

(b) the commitment not to market products bearing the Moulinex trade mark in the countries concerned during
the term of the licence and for a further period of three years following the expiry of the licence, as
provided for in Section 1(c);

(c) the commitment not to market models of Moulinex products under a trade mark other than Moulinex in the
territories in respect of which the licensee or licensees have concluded a supply contract or been granted an
industrial property licence as provided for in Section 1(e);

(d) the commitment to enter into supply agreements (at a supply price corresponding to the industrial cost price
plus the general costs associated with production and delivery of the products to the licensee) with, and/or
grant licences covering industrial property rights in respect of all products concerned, with the exception of
food mixers in Germany, to any licensee requesting such a contract or licence, as provided for in paragraph
1(d) of the commitments;

(e) the commitment to pursue the general policy of the development of new models and to maintain
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the full economic and competitive value of the Moulinex trade mark in each of the nine States concerned
until the conclusion of the licence agreements as provided for in Section 1(h) of the commitments;

(f) the commitment to enter into exclusive trade mark licensing agreements for the nine countries in question
within the period specified in sections 1(h) and 2(e)(iv) of the commitments;

(g) the commitment relating to approval of the licensee or licensees by the Commission, as provided for in
section 1(i) of the commitments, and

(h) compliance with any suggestion useful for the fulfilment of the commitments or the performance of his/its
task which may be made by the representative as provided for in section 2(e)(ii) of the commitments'.

58 The details of the commitments offered by SEB are set out in the annex to the contested decision.

59 In Section 2(g) of the annex it is provided that:

`If the approval of this concentration by a different competition authority is made subject to commitments
which either run counter to the present commitments or give rise to a situation going beyond what is
necessary in order to re-establish competition on each of the relevant markets, the SEB group may request a
review of the present commitments by the Commission with a view to removing those contradictions or
releasing the SEB group from all or part of the conditions and obligations contained in the present
commitments which are no longer necessary.'

VI - State aid

60 In reply to the submissions of certain third parties complaining that SEB is receiving State aid from the
French authorities in connection with its proposed takeover, the Commission finds, in paragraph 10 of the
contested decision, that, upon a preliminary examination of the scheme drawn up by the French authorities, it
does not appear that the State intervention envisaged in connection with the court-supervised reorganisation
proceedings is a measure which will benefit SEB. Therefore the Commission considers that its effect should
not be taken into account in examining the proposed concentration under Regulation No 4064/89.

Procedure and forms of order sought by the parties

61 The applicant brought the present action by application lodged at the Registry of the Court of First
Instance on 15 April 2002. By a separate document of the same date, the applicant applied for the case to be
dealt with by means of the expedited procedure provided for by Article 76a of the Rules of Procedure of the
Court of First Instance.

62 By letter of 30 April 2002, the Commission informed the Court that it had no objection to the application
for expedited proceedings. However, the Commission submitted that the applicant had not shown that it was
individually concerned by the contested decision.

63 By letter of 8 May 2002, the Registrar of the Court of First Instance informed the defendant of the grant
of its request for extension of the time-limit for lodging its defence until 24 June 2002. In order not to delay
the proceedings, the Registrar also requested the defendant to raise any questions of admissibility together with
its defence on the substance of the case.

64 By way of a procedural organisation measure, the Registrar requested the applicant, by letter of 17 June
2002, to reply to a number of written questions by 28 June 2002.

65 On 24 June 2002 the Commission lodged its defence containing its objections to the admissibility of the
application and, in the alternative, its defence on the substance of the case.

66 The applicant lodged its replies to the Court's questions on 28 June 2002.
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67 By decision of 2 July 2002, the Court (Third Chamber) granted the application for the expedited procedure
provided for by Article 76a of the Rules of Procedure.

68 On 18 July 2002 the applicant, in compliance with the Registrar's request, lodged its observations on
admissibility in reply to the Commission's statement of defence.

69 By application lodged at the Registry of the Court on 19 July 2002, SEB requested leave to intervene in
support of the forms of order sought by the Commission. By application lodged at the Registry of the Court
on 29 July 2002, De'Longhi sought leave to intervene in support of the forms of order sought by the
applicant. Those requests were granted by order of the President of the Third Chamber of 16 September 2002.
At their respective requests, SEB and De'Longhi were granted leave to lodge a statement in intervention and,
for the second, to submit certain documents cited in its application for leave to intervene.

70 Upon hearing the report of the Judge-Rapporteur, the Court of First Instance (Third Chamber) decided to
open the oral procedure and, within the framework of measures of organisation of procedure, asked the parties
to produce certain documents and answer written questions. The parties complied with those requests within
the prescribed time-limit.

71 The oral arguments of the parties and their answers to the oral questions were heard at the hearing on 9
October 2002.

72 The applicant, supported by De'Longhi, claims that the Court should:

- annul the contested decision;

- order the Commission to pay the costs.

73 The Commission contends that the Court should:

- dismiss the application as inadmissible or, in the alternative, unfounded;

- order the applicant to pay the costs.

74 SEB contends that the Court should:

- dismiss the application as inadmissible or, in the alternative, unfounded;

- order the applicant to pay the costs.

Admissibility

I - Arguments of the parties

75 The applicant, supported by De'Longhi, submits that the contested decision is of direct and individual
concern to it within the meaning of Article 230 EC. BaByliss is a new entrant to the market in small
electrical cooking appliances and is therefore positioning itself as a direct competitor of SEB and Moulinex. In
addition, the applicant points out that it took an active part in the administrative procedure leading to the
adoption of the contested decision.

76 The Commission contends that the contested decision is not of individual concern to the applicant.

77 The Commission observes, first that the mere fact that BaByliss reacted spontaneously to the publication in
the Official Journal of the European Communities, as provided for by Article 4(3) of Regulation No 4064/89,
of the notice relating to the proposed concentration, by contacting the Commission, is not sufficient to show
that the contested decision is of individual concern to BaByliss. It has not shown in any way that the
contested decision affects it by reason of certain attributes peculiar to itself or by reason of a factual situation
which distinguishes it individually in the same way as SEB.
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78 The Commission notes that several undertakings, like the applicant, took an active part in the procedure.
The fact that an undertaking submitted observations does not of itself prove that the undertaking is
individually concerned. The careful examination of concentrations necessitated regular contact with a number
of persons involved in the sector concerned.

79 Secondly, the Commission points out that, pursuant to article 2 of the applicant's articles of association,
`the company has the following objects: all operations of production, processing, representation, importation
and export, wholesale trading, wholesale trading in small quantities and retail trading in all articles and goods
relating in particular to hair-styling and beauty, perfumery and gift goods', whereas the concentration
authorised by the contested decision relates to the sector of small electrical household appliances, which has
no connection with `hair-styling, beauty, perfumery and gift goods'.

80 Third, the Commission observes that the applicant describes itself as a `new entrant' to the market in small
electrical kitchen appliances but that, by its own admission, it had not brought onto the market any electrical
household appliance either at the date of the contested decision or the date of instituting its action. BaByliss
also describes itself as a `potential competitor'. The Commission adds that, although the applicant announced
that it would launch such products `officially' on the market on 15 May 2002, it has not produced any
documentary evidence to support that announcement.

81 Fourth, the Commission contends that the products marketed by BaByliss, a company established in
France, could not be said to compete directly with the appliances sold by SEB on the geographical markets in
respect of which the Commission has expressed serious doubts, as it did not give an opinion on the situation
in the French market, which was to be examined by the French competition authorities.

82 Fifth, the Commission maintains that the applicant is wrong in seeking to rely on the `Air France
judgments'. The applicant's situation differs completely from that of Air France. In the judgment in Case
T-2/93 Air France v Commission [1994] ECR II-323, the Court found, first, that the competition situation on
the markets concerned had been assessed by the Commission by taking account primarily of the situation of
Air France (paragraph 45 of the judgment), which was the only serious competitor of the undertakings
participating in the concentration, whereas the applicant is totally absent from the markets affected by the
concentration. The Commission adds that the Court noted that Air France had been obliged, pursuant to an
agreement between it, the French Government and the Commission, to give up the whole of its interest in
TAT (paragraph 46 of the judgment) whereas, in the present case, BaByliss cannot plead an agreement or
decision of any kind with an equivalent effect which would show that its de facto situation distinguishes it
individually in the same way as SEB. The Commission observes that, in Case T-3/93 Air France v
Commission [1994] ECR II-121, Air France was the main competitor of British Airways whereas, in the
present case, BaByliss is only one company among several others which regards itself as a (potential)
competitor of SEB.

83 Finally, the Commission wishes to point out that the new interpretation of Article 230 EC given by the
Court in the judgment in Case T-177/01 Jégo-Quéré SA v Commission [2002] ECR II-2365, paragraph 51,
does not render the application admissible because, first, the contested decision is an individual decision
without general effect and, secondly, the contested decision in no way restricts the rights of the applicant
(which is not present in the markets affected by the concentration) and imposes no obligations on it. The
applicant's legal situation is not affected in a manner which is both definite and immediate.

84 SEB argues that the contested decision is not of individual concern to the applicant. On this point, SEB
observes that the applicant could itself, just like SEB, have submitted a genuine, concrete offer in the
framework of the court-supervised administration if it had really been interested
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in acquiring all or some of Moulinex assets. However, according to SEB, the applicant's first offer for the
acquisition of Moulinex was not genuine and was found unacceptable by the Tribunal de Commerce, Nanterre,
whereas the subsequent offers were made after the concentration and only aimed to call into question the sale
plan proposed by SEB. It adds that the applicant showed no interest whatever in obtaining the licence for the
Moulinex trade mark, although such licence could have enabled the applicant, with regard to the development
strategy it mentions, to enter the relevant markets and establish itself there permanently and effectively.

85 SEB adds that, to this day, BaByliss products have not been marketed on any of the geographical markets
concerned by the contested decision, not even in France, where the applicant's activity has been limited to a
presentation in a restaurant in Lyons in May 2002. SEB points out that the applicant is not mentioned by the
Commission in its competition analysis, whether as an actual or potential competitor.

86 Finally, SEB notes that the applicant did not participate in the detailed investigation conducted by the
rapporteurs of the French Competition Council and was not even present or represented at the hearing before
the Council.

II - Findings of the Court

87 Under the fourth paragraph of Article 230 EC, `any natural or legal person may... institute proceedings
against a decision addressed to that person or against a decision which, although in the form of a regulation
or a decision addressed to another person, is of direct and individual concern to the former'.

88 The applicant is not one of the parties to the concentration and the contested decision is not addressed to
it. Therefore it is necessary to ascertain whether it is directly and individually concerned.

89 It cannot be denied that the effect is direct. As the contested decision permits the proposed operation to be
put into effect immediately, it is such as to bring about an immediate change in the situation in the markets
concerned, depending solely on the wishes of the parties (see the judgment in Case T-3/93 Air France v
Commission, cited above, paragraph 80).

90 Consequently the Court must determine whether the decision is also of individual concern to the applicant.

91 It has consistently been held that persons other than the addressees of decisions can claim to be
individually concerned only if that decision affects them by reason of certain attributes peculiar to them, or by
reason of a factual situation which differentiates them from all other persons and distinguishes them
individually in the same way as the addressee (Case 25/62 Plaumann v Commission [1963] ECR 95, 107).

92 In this connection, the Court finds that, first, regarding participation in the procedure, it is common ground
that the applicant, in response to the publication provided for by Article 4(3) of Regulation No 4064/89,
informed the Commission, by letters of 27, 29 and 30 November 2001 and 6, 20, 21 and 28 December 2001,
of its observations concerning the consequences of the concentration in question on the competition situation
in the relevant markets and on its own situation. Furthermore, the Commission heard the applicant at a
meeting on 5 December 2001 and in a telephone conference on 4 January 2002 with the officials in charge of
the examination of the proposed concentration.

93 Moreover, on those occasions BaByliss raised, in substance, the same objections as those in its application
to the Court. They concerned mainly the assessment of the effects of the concentration on the different
geographical markets and the relevant product markets and, in particular, the situation of BaByliss, as well as
the appraisal of the effectiveness of the commitments proposed by SEB
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to mitigate the competition problems created by the acquisition of Moulinex.

94 Finally, it must be observed that the applicant's letters to the Commission are not merely a unilateral step,
uninvited by the Commission, but that the Commission asked the applicant to submit its observations on the
commitments proposed by the parties to the concentration.

95 It follows that the applicant actively participated in the procedure. Although, as the Commission rightly
points out, mere participation is in itself not sufficient to show that the decision is of individual concern to
the applicant, particularly in the field of concentrations, the careful examination of which requires regular
contact with numerous undertakings, nevertheless active participation in the administrative procedure is a factor
regularly taken into account by case-law in competition matters, including in the more specific area of the
control of concentrations, to establish, in conjunction with other specific circumstances, the admissibility of the
action (Case 169/84 Cofaz and Others v Commission [1986] ECR 391, paragraphs 24 and 25; Joined Cases
C-68/94 and C-30/95 France v Commission [1998] ECR I-1375, paragraph 54, and Case T-2/93 Air France v
Commission, cited above, paragraph 44).

96 Secondly, regarding the applicant's status of competitor, BaByliss asserted, and it was not disputed by the
Commission or SEB, that it is one of the main operators active in the markets for small electrical household
appliances known as `beauty aids' or personal care products (for example, hair-dryers, heated hair curlers and
brushes, clippers, female epilation appliances and personal care appliances, etc.).

97 According to paragraph 16 of the contested decision, the economic sector affected by the concentration is
that of the sale of small electrical household appliances, which can be divided into 13 product categories,
namely the 11 categories of kitchenware, irons and ironing stations, and the category of personal care
appliances. It follows that market for the latter category is affected by the concentration in issue, as stated in
paragraph 16 of the contested decision. Neither the Commission nor SEB has denied that the applicant is one
of the main competitors or operators in the market for beauty products or personal care appliances.

98 It must also be noted that the commitments likewise relate to all 13 categories of small electrical
household appliances, including beauty products and personal care appliances.

99 Furthermore, although the applicant was not, at the date of adoption of the contested decision or the date
of its action, directly present in any of the 12 other markets affected by the concentration, it has contended
that it is at least a potential competitor in so far as it is at present entering the European market for small
electrical household appliances.

100 The Commission and SEB have not denied the admissibility of an action brought by a potential
competitor where, as in the present case, there are oligopolistic markets characterised by substantial barriers to
entry arising from strong brand loyalty and by the difficulty of access to retail trading (see, to that effect,
Case T-290/94 Kaysersberg v Commission [1997] ECR II-2137).

101 On the other hand, the Commission and SEB observe that the claim that the applicant is a potential
competitor was not proved or supported by cogent evidence. However, in its replies to the Court's written
questions and in its observations on the objection of inadmissibility, the applicant contends that, strengthened
by its experience in the American market, in early 2001 it began to implement its strategy of entering the
European market for small electrical household appliances under the trade mark Cuisinart, and more
particularly the market segments of mini-ovens, toasters, espresso machines, food blenders and mixers. It
claims that this is shown by the following facts: the first study of the European market for small electrical
household appliances (February 2001), the technical study on adaptation of the voltage of Cuisinart products
(February-August 2001), the three-year partnership agreement with Paul Bocuse (October 2001) and the trade
shows
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with Paul Bocuse in Orlando and Chicago presenting Cuisinart products (September 2001 and May 2002),
finalisation of the strategy and 2002 budget for launching Cuisinart in Europe (November 2001), negotiation
with the main French customers on listing the Cuisinart trade mark (December 2001-May 2002), official
launch in the French press (planned for March 2002 but ultimately postponed) and, finally, on 16 May 2002,
the `official date for the launch of Cuisinart in France at Paul Bocuse's establishment in Lyon, in the presence
of fifty invited guests'. BaByliss also stated that it was considering eventually entering the market segments of
electric filter coffee machines and espresso machines, and also that of deep friers.

102 The fact, emphasised by the Commission and SEB, that the applicant's actual entry into the markets
affected by the concentration was deferred several times, by comparison with its announcements, is not a
sufficient reason for concluding that BaByliss cannot be regarded as a potential competitor. The mere fact it
takes longer than planned to enter the market does not mean that such entry will not take place, particularly
since, as the Commission recognises in paragraph 24 of the contested decision, `the cost and time necessary
for entering a new product market may be considerable, having regard to the characteristics of the market',
that `to enter a new product market, a competitor, whether present or not in other neighbouring markets or the
product market in question in another geographical area, must ensure that he will have sufficient outlets and
therefore a sufficient sales volume [and for that] he will have to have his products listed by retailers and get
his brand known by ultimate consumers, which takes a certain time and involves considerable marketing and
advertising costs'.

103 It also follows that, even before BaByliss products are actually put on sale in the markets, the applicant
found itself in direct competition with SEB-Moulinex for the listing of its products by the main distributors.
On this point the applicant added that demonstration tests are planned in `a certain number of selected shops'
at Auchan and Monoprix from October 2002. To that extent BaByliss appears to be an actual competitor of
the parties to the concentration in all the markets in small electrical household appliances which it is preparing
to enter shortly under the Cuisinart trade mark. Likewise the applicant observed - and it was not disputed -
that personal care products and kitchenware belong in the same department in all customers' stores, that the
same buyers list the products and that their purchasing policies are linked, with the result that the total
turnover for those categories is taken into account in common targets for discounts based on overall turnover.

104 Although, as the Commission points out, the applicant's business plan dated November 2001 apparently
envisages, at least in the short time, entering only the French market, which is not covered by the contested
decision, the applicant has explained that the BaByliss group's strategy was to launch the Cuisinart brand on
the French market first in order to gain experience in marketing the products and to concentrate large
investments where the group's organisation as a whole is strong and that the group hoped to use successful
penetration of the French market as a basis for expansion into other Member States later on.

105 It must also be noted that BaByliss is wholly owned by Conair, a company incorporated under American
law, which is active in all segments of the small electrical household appliances market (kitchenware, beauty
and cleaning products) in the United States and worldwide, mainly under the BaByliss, Conair and Revlon
brands.

106 Although BaByliss is not situated in an affected market for the purpose of Regulation No 4064/89, its
position in the market for personal care appliances and the business and experience of its parent Conair
provide it with a sufficient basis to justify the description of `potential' competitor and to facilitate its entry
into the small electrical household appliances market.

107 Finally, regarding the Commission's argument concerning the applicant's objects, it is sufficient to note
that BaByliss has not confined its activity to the sector of hairstyling appliances and
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beauty products, which is shown by the use of the words `in particular' in defining its objects.

108 Third, with a view to its plan to enter the European small electrical household appliances market,
BaByliss offered on several occasions to acquire Moulinex or, at least, some of its assets.

109 Accordingly on 25 September 2001 the applicant made a first offer of a partial acquisition, in respect of
the entire assets of Krups (intellectual property rights, plant and equipment, factory in Mexico, stocks,
distribution network) for a price of 100 million euros.

110 SEB contends that this offer cannot distinguish the applicant because it was inadmissible and was not
even considered by the Tribunal de Commerce, Nanterre.

111 In this connection the applicant claimed that it was not able to submit a full offer for the entire assets
and personnel of Moulinex because it was not given access to any financial information whatever on the
company in spite of written requests to that effect. Only SEB was in a position to make a full valuation of
Moulinex factories and to submit to the administrators a fuller offer to purchase Moulinex.

112 De'Longhi likewise wrote to the Commission on 3 December 2001 complaining of the lack of
transparency in the procedure for selling Moulinex, observing as follows:

`SEB formulated its offer as a partial acquisition, limited to certain production factories of Moulinex and the
associated activities, but then obtained consent to the acquisition of moulds and other production tools used
for activities which were not being transferred ... without any change in the proposed price. In the same way,
SEB obtained consent in practice to use the Moulinex brand for all its products without offering anything in
exchange, in spite of the value of the brand, which is the European leader in the sector in question .... This
explains the uncertainty surrounding the details of the sale when expressions of interest were submitted. This
situation resulted in most of SEB's competitors not making an offer, and explains the reasons why the terms
and conditions of the transaction were not made public or became public only very recently, after the contract
had been awarded.'

113 SEB denied these allegations. It observed that, as it was not a matter of a court-supervised liquidation,
only offers aiming at a reconstruction of the company could be submitted and only three offers for the
acquisition of all or some of Moulinex assets were submitted to the administrators within the time-limits of
the reconstruction procedure, namely the offers of Euroland, Société Participation Industrielle and the SEB
group. The first two offers were deemed inadmissible by the Tribunal de Commerce, Nanterre, while the other
expressions of interest received by the administrators related, in essence, only to the Krups brand. These
different expressions of interest, particularly that of BaByliss, which did not relate to the Krups shares but
only to some of its assets, were, according to SEB, very restrictive and were not consistent with a
reconstruction plan because they did not entail the acquisition of any of Moulinex industrial sites or the
takeover of any jobs and were therefore inadmissible. In those circumstances the Tribunal de Commerce is
said to have decided that the offer `submitted by the SEB group was therefore in reality the only one
subsisting'. SEB points out that, in the appeal against that judgment, the Cour d'Appel, Versailles, dismissed
all the complaints concerning the procedure followed by the administrators, even though BaByliss in
particular, which had intervened voluntarily in the procedure, had claimed that `the speed and undue haste in
the purchase did not enable the interested companies, in particular Euroland and BaByliss, to examine the file
and draw up, in normal conditions and within a sufficient period, a continuation plan for the former and a
transfer plan for the latter'.

114 In this connection it must be observed that domestic classifications are irrelevant to the assessment of an
activity from the viewpoint of Community law (Case T-128/98 Aéroports de Paris v Commission [2000] ECR
II-3929, paragraph 128). Furthermore, the finding that the applicant's
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offer was inadmissible under French law because it was not consistent with a reconstruction plan by way of
transfer does not alter the fact that, by means of the offer, the applicant expressed its interest, as from 25
September 2001, in acquiring at least a part of Moulinex.

115 Subsequently, the applicant continued to express interest in Moulinex by making three additional offers to
purchase all or part of it, namely:

- an offer dated 29 November 2001 for the total acquisition of Moulinex, comprising all workforces in France,
totalling approximately 5 500 persons, and the assets of Moulinex, including stocks, for a token price of one
euro; the offer was notified to the Commission in the framework of its examination of the concentration in
question, to the Directorate-General for Competition, Consumer Affairs and the Prevention of Fraud and to the
representative of the French Minister for the Economy;

- an offer dated 28 December 2001 for the partial acquisition of Moulinex: this new offer was for the
acquisition of the worldwide Krups activities, its production facilities and the personnel attached to them, for a
sum to be fixed according to the area of the fixed assets concerned; this offer was submitted to the
Commission in the framework of its examination of the concentration in question and transmitted to the
French authorities;

- an offer dated 15 February 2002 to purchase certain assets of Moulinex: BaByliss sent to its administrators a
new offer to acquire Moulinex, including the assets not acquired by SEB and consisting in the Alençon,
Bayeux and Falaise sites and all the equipment for the production of microwave ovens; the purchase price
offered by BaByliss was 150 000 euros.

116 Even if these offers did not meet the prescribed conditions or were not sent to the correct authorities for
dealing with them or were drawn up after the concentration and even, in the case of the offer of 15 February
2002, after the contested decision, they nevertheless show the applicant's sustained and continuous interest
from 25 September 2001 in acquiring Moulinex or certain of its assets.

117 For all those reasons it is clear that the concentration between SEB and Moulinex is of direct and
individual concern to the applicant and that its action for the annulment of the contested decision is
admissible.

The substance of the case

118 The applicant puts forward four pleas in law in support of its action for annulment. The first claims that
there was a breach of essential procedural requirements in that the Commission accepted the belated
submission of commitments by SEB. By the second plea, the applicant contends that the Commission erred in
law in authorising the concentration at the end of phase I, without opening phase II. The third plea alleges
that the decision is vitiated by a manifest error of assessment in that the commitments are insufficient to
overcome the competition problems. By the fourth plea, the applicant contends that the Commission erred in
law in failing to consider whether the nominal price paid by SEB for the acquisition of Moulinex and the
financial aid provided by the French State were not such as to strengthen SEB's position.

I - First plea: breach of essential procedural requirements in that the Commission accepted the belated
submission of commitments by SEB

Arguments of the parties

119 The applicant argues that the contested decision is formally defective in that it authorised the
concentration in question on the basis of commitments submitted by SEB after the expiry of the prescribed
period of three weeks from the date of receipt of the notification.
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120 The applicant observes that, pursuant to Article 18(1) of Regulation No 447/98, `commitments [in the
course of phase I] shall be submitted to the Commission within not more than three weeks from the date of
receipt of the notification'. The applicant also cited paragraph 37 of the Remedies Notice:

`Given that phase I remedies are designed to provide a straightforward answer to a readily identifiable
competition concern, only limited modifications can be accepted to the proposed commitments. Such
modifications, presented as an immediate response to the result of the consultations, include clarifications,
refinements and/or other improvements which ensure that the commitments are workable and effective.'

121 The applicant claims that, in the present case, the Commission breached Article 18 of Regulation No
447/98 and paragraph 37 of the Remedies Notice by accepting new commitments by SEB more than ten days
after the prescribed three-week period.

122 On 5 December 2001, the deadline for the submission of commitments, SEB proposed to the Commission
a commitment to discontinue the sale of certain categories of products with the Moulinex trade mark for a
period of two years throughout the EEA (paragraph 135 of the contested decision). The Commission itself
considered that such a commitment did not resolve the competition problems created by the concentration. In
that connection, it is symptomatic that the Commission did not deem it necessary to conduct a market test to
assess the effectiveness of such commitments.

123 The applicant observes that it was not until 18 December 2001, namely five weeks after the notification
of the concentration, that SEB submitted new commitments, consisting in the grant to a third party of an
exclusive licence to use the Moulinex mark for three years in respect of all the product categories affected by
the concentration. The applicant adds that this second proposal was itself the subject of a third proposal which
entailed substantial modifications on the day before the adoption of the contested decision and led to the
solution finally adopted by the Commission (paragraphs 129 to 134 of the contested decision).

124 According to the applicant, it therefore appears the second and third proposals submitted by SEB differed
fundamentally in nature, effect and duration from SEB's original proposal. Therefore in no way could they be
regarded as a mere improvement of the original commitments, within the meaning of the Remedies Notice, but
constituted new commitments. Consequently at that stage of the procedure, the Commission ought to have
decided to open phase II.

125 The applicant points out, by way of comparison, that in the case which led to the Commission decision
of 14 March 2000 declaring a concentration to be incompatible with the common market and the functioning
of the EEA Agreement (Case No COMP/M.1672 - Volvo/Scania) (OJ 2001 L 143, p. 74, at paragraphs 359
and 362), Volvo had submitted a first proposal for commitments within the period laid down for that purpose
(phase II, in that case) and had then put forward a new proposal 15 days later. The Commission refused to
consider the second set of commitments on the ground that the new proposal contained nothing which Volvo
could not have included in a commitment submitted within the three-month period.

126 The Commission maintains that there is no foundation for the claim that it breached essential procedural
requirements in accepting the late submission of commitments by SEB.

Findings of the Court

127 It must be observed that the parties to the concentration proposed commitments to the Commission on
three occasions during the phase I procedure, namely on 5 December 2001, 18 December 2001 and on an
unspecified subsequent date before the adoption of the contested decision on 8 January 2002.

128 The tenor of each of those commitments was, essentially, as follows:

- in the initial version of 5 December 2001 (`the initial version of the commitments'), the commitments
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provided for the withdrawal, from the entire EEA for a period of two years, of five categories of the products
under the Moulinex trade mark;

- in the modified version of 18 December 2001 (`the modified version of the commitments'), the commitments
provided for an exclusive licence to the Moulinex trade mark for a period of three years, together with a
commitment not to enter the market under the Moulinex trade mark for a further year after expiry of the
licence, in respect of all the product categories in Belgium, Greece, the Netherlands and Portugal and for deep
friers in Germany, Austria, Denmark, Norway and Sweden, as well as an obligation of the licensees to obtain
supplies in respect of four categories of the relevant products;

- finally, in the final version accepted in the contested decision (`the final version of the commitments'), the
commitments provide for an exclusive licence to the Moulinex trade mark for a period of five years, together
with a commitment not to enter the market under the Moulinex trade mark for three years following expiry of
the licence, in respect of all the categories of small electrical household appliances in Austria, Germany,
Belgium, Denmark, Greece, Norway, the Netherlands, Portugal and Sweden, as well as an obligation of the
licensee in Germany to obtain supplies for a period of two years in respect of one category of the relevant
products.

129 It should be noted that Article 18(1) of Regulation No 447/98 states:

`Commitments proposed to the Commission by the undertakings concerned pursuant to Article 6(2) of
Regulation (EEC) No 4064/89 which are intended by the parties to form the basis for a decision pursuant to
Article 6(1)(b) of that Regulation shall be submitted to the Commission within not more than three weeks
from the date of receipt of the notification.'

130 In the present case, since the concentration was notified on 13 November 2001, the time-limit for the
proposal of commitments to the Commission during phase I expired, in accordance with the method of
calculating time-limits laid down in Articles 6 to 9 and 18(3) of Regulation No 447/98, on 5 December 2001.
It follows that the initial version of the commitments was lodged with the Commission within the time-limit
prescribed by Article 18(1) of Regulation No 447/98.

131 However, it is undisputed that the initial version of the commitments is not that which was finally
accepted by the Commission in the contested decision. According to recital 135 of the contested decision, the
initial version of the commitments did not permit the Commission to dispel all serious doubts as to the
compatibility of the concentration with the common market because it did not permit Moulinex to be replaced
by an agent and did not cover all the markets on which the concentration might raise serious doubts.

132 It is undisputed that both the modified version and the final version of the commitments were submitted
by the parties to the concentration after expiry of the three-week time-limit prescribed by Article 18(1) of
Regulation No 447/98. Accordingly, it must be examined whether the Commission was entitled to accept those
commitments without infringing that provision.

133 For the purpose of that examination, regard must first be had to the terms of the applicable provisions of
Regulation No 4064/89 and Regulation No 447/98.

134 Under Article 18(1) of Regulation No 447/98, the parties to the concentration have a period of three
weeks within which to submit to the Commission the commitments which `are intended by the parties to form
the basis' for a decision adopted at the end of phase I.

135 Likewise, the second subparagraph of Article 10(1) of Regulation No 4064/89 provides that phase I is to
be extended to six weeks if, after notification of a concentration, the undertakings concerned submit
commitments pursuant to Article 6(2) of that regulation which `are intended by the parties to form the basis'
for a decision at the end of phase I.
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136 It follows from the wording of those provisions that the three-week time-limit prescribed by Article 18(1)
of Regulation No 447/98 is intended to be binding on the parties in the sense that the Commission is not
obliged to take commitments into consideration in phase I if the parties submit them after expiry of that
time-limit. On the other hand, it is not apparent from the wording of those provisions that the Commission is
prohibited from considering such commitments submitted out of time.

137 In order to determine whether Article 18(1) of Regulation No 447/98 must be interpreted in that way, its
wording must nevertheless be considered in the light of the aims pursued by it.

138 In that connection, it should be pointed out that that provision was introduced by Regulation No 447/98,
which repealed Commission Regulation (EC) No 3384/94 on the notifications, time-limits and hearings
provided for in Regulation No 4064/89 (OJ 1994 L 377, p. 1) following the adoption of Regulation No
1310/97. The latter regulation inserted into Regulation No 4064/89 rules on the offering of commitments
during Phase I. In recital 16 in the preamble to Regulation No 447/98, the Commission states that the
time-limits for the submission of commitments prescribed by that regulation are necessary `in order to enable
the Commission to carry out a proper assessment of commitments that have the purpose of rendering the
concentration compatible with the common market, and to ensure due consultation with other parties involved,
third parties and the authorities of the Member States'.

139 That recital therefore indicates that, by the introduction of the time-limit prescribed by Article 18(1) of
Regulation No 447/98, the Commission intended to ensure that it would have sufficient time to assess the
proposed commitments and consult third parties. While the pursuit of that aim necessarily requires that the
time-limit laid down by that provision is binding on the parties to the concentration, so as to preclude them
from submitting commitments, before expiry of phase I, at a time which does not leave the Commission a
sufficient period within which to assess them and consult third parties, it in no way requires that the
time-limit be likewise binding on the Commission. The Commission is perfectly able to find that, having
regard to the circumstances of the case, a shorter period is sufficient for such assessments and consultations.

140 It follows that Article 18(1) of Regulation No 447/98 must be interpreted as meaning that, whilst the
parties to a concentration cannot oblige the Commission to take account of commitments and modifications to
them submitted after the time-limit of three weeks, the Commission must nevertheless be able, where it
considers that it has the time necessary to examine them, to authorise the concentration in light of those
commitments even if modifications are made after expiry of the three-week time-limit.

141 It follows from the foregoing that the Commission was entitled to accept the modified version of the
commitments and the final version of those commitments after the three-week period provided for by Article
18(1) of Regulation No 447/98, that period not being binding on it.

142 In any event, contrary to what the applicant claims, the Commission, in accepting those commitments,
complied with the relevant principles laid down by it in the Remedies Notice.

143 First of all, it should be noted in that regard that, contrary to what the Commission suggests in its
defence, that notice is not devoid of any binding legal obligation. The Commission is bound by notices which
it issues in the area of supervision of concentrations, provided they do not depart from the rules in the Treaty
and from Regulation No 4064/89 (see, to that effect, Case C-382/99 Netherlands v Commission [2002] ECR
I-5163, paragraph 24, and Case C-351/98 Spain v Commission [2002] ECR I-8031, paragraph 53). Moreover,
the Commission cannot depart from rules which it has imposed on itself (see, in particular, Case T-7/89
Hercules Chemicals v Commission [1991] ECR II-1711, paragraph 53).

144 In the Remedies Notice, the Commission stated:
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`37 Where the assessment shows that the commitments offered are not sufficient to remove the competitive
concerns raised by the merger, the parties will be informed accordingly. Given that phase I remedies are
designed to provide a straightforward answer to a readily identifiable competition concern, only limited
modifications can be accepted to the proposed commitments. Such modifications, presented as an immediate
response to the result of the consultations, include clarifications, refinements and/or other improvements which
ensure that the commitments are workable and effective.'

145 In the present case, it is clear, and undisputed by the applicant, that the changes made to the modified
version of the commitments by the final version are limited modifications within the meaning of paragraph 37
of the Remedies Notice. As compared with the previous version, the final version of the commitments merely
prolongs the term of the exclusive licence and of the subsequent obligation not to enter the market, extends to
five additional Member States the principle applied in respect of the first four that the licence is to cover all
small electrical household products and, finally, reduces the scope of the supply obligation. Since those
modifications relate only to the scope, in terms of temporal and geographical application and in terms of
products, of the obligations provided for in the modified version of the commitments, they can be regarded as
limited modifications designed to improve or refine the initial version of the commitments for the purposes of
paragraph 37 of the Remedies Notice.

146 With respect to the changes made to the initial version by the modified version of the commitments,
which converted the obligation to withdraw the Moulinex trade mark into an obligation to grant an exclusive
licence to use that trade mark, it should be observed that, like the withdrawal of the trade mark, the grant of
an exclusive licence has the effect of depriving the proprietor of the Moulinex trade mark, in this case SEB,
of the right to use that trade mark in the territories concerned. To that extent, the fact that the grant of an
exclusive licence permits a third party to use the trade mark can therefore be regarded as an `improvement' as
compared to a mere withdrawal.

147 Moreover, in the present case, the commitments provide, in Section 1(c), that SEB is to abstain from
using the Moulinex trade mark for a period of three years after expiry of the licence agreements. In addition,
the second subparagraph of Section 1(a) provides that the licensees are entitled to stop using the Moulinex
trade mark at any time during the term of the licence for the purpose of migrating definitively to their own
trade mark. In accordance with those two provisions, the Moulinex trade mark will be withdrawn from the
market for a period of at least three years and, at least in theory, of eight years at most. It follows that,
contrary to what the applicant claims, the final version of the commitments is not limited to substituting the
grant of licences to use the Moulinex trade mark for the withdrawal of that trade mark provided for by the
initial version but reinforces such non-use of the Moulinex mark by SEB by compelling SEB to grant a
licence. For that reason also, the final version of the commitments is an `improvement' as compared with the
initial version.

148 Furthermore, even though third parties were not expressly consulted on the initial version of the
commitments, that improvement can be regarded as `an immediate response to the result of the consultations'
with third parties intended to render the commitments `workable and effective'. In response to question 25 of
the questionnaire sent to the competitors, the applicant itself stated that, for a sustainable position on each
national product market concerned, two factors are of critical importance: brand loyalty of the consumers and
access to the various distribution channels. Having regard to that answer, the Commission was entitled
logically to conclude from the consultation of third parties that an exclusive licence for the Moulinex trade
mark constituted an immediate response to the problems identified by them since, in contrast to a mere
withdrawal of the trade mark, such a licence permits an operator with a reputable trade mark and access to
distribution channels to be substituted for Moulinex.
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149 It is also apparent from the file before the Court that, in a note dated 17 December 2001 `on the possible
commitments of SEB', De'Longhi expressly suggested to the Commission that `as an alternative to the transfer,
SEB could be required to undertake to grant licences to use the Moulinex trade mark to third party purchasers
in all the national markets on which the concentration entails particularly significant anti-competitive effects'.
Even if, as it claimed at the hearing, De'Longhi qualified that statement in its response to the questionnaire on
the commitments of 3 January 2002, the fact nevertheless remains that it constitutes evidence confirming that
the Commission was reasonably, and in any case without manifest error, entitled to consider that a
commitment to grant licences constituted an immediate response to the consultations with third parties, as
De'Longhi itself recommended that option before it was proposed by SEB.

150 For all those reasons, the modified version and the final version of the commitments can be regarded as
limited modifications which, in accordance with paragraph 37 of the Remedies Notice, may be accepted by the
Commission after expiry of the period prescribed by Article 18(1) of Regulation No 447/98.

151 Consequently, the first plea must be dismissed in its entirety.

II - Second plea: the Commission erred in law in authorising the concentration without opening phase II

Arguments of the parties

152 The applicant contends that Commission erred in law in not initiating phase II on the basis of Article
6(1)(c) of Regulation No 4064/89 when the conditions for authorisation on the completion of phase I had not
been fulfilled because the commitments submitted by SEB did not clearly rule out serious doubts as to the
compatibility of the concentration with the common market.

153 The applicant observes that the Remedies Notice provides that `commitments submitted to the
Commission in phase I must be sufficient to clearly rule out serious doubts' as to the compatibility of the
concentration with the common market. In particular, commitments offered during phase I can lead to
authorisation without the initiation of phase II only where:

- the competition problems created by the concentration are easily identifiable;

- the commitments are sufficient clearly to remove all serious doubts and are therefore designed to provide a
straightforward answer to a readily identifiable competition concern;

- the commitments are presented as an `immediate response' to the result of the Commission's consultations
with the operators present in the market and the parties.

154 Accordingly, the Commission concludes as follows in the Remedies Notice:

`Commitments in phase I can only be accepted in certain types of situation. The competition problem needs to
be so straightforward and the remedies so clear-cut that it is not necessary to enter into an in-depth
investigation.'

155 The applicant adds that, in the case of Volvo/Scania, cited above, the Commission rejected proposed
commitments submitted by the parties to the concentration after finding as follows:

`It is not possible to conclude that the new proposal in an obvious and clear-cut way would remove all the
identified competition concerns. The complexity of the new proposals would have made it impossible, in the
short time remaining before the expiry of the deadline under Article 10(3) of the Merger Regulation, for the
Commission to evaluate them effectively. Further investigation would have been called for, and it would also
have been necessary to seek the views of interested third parties pursuant to the relevant provisions of the
Merger Regulation.'
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156 For the reasons given above, the applicant considers that the Commission was not entitled, without erring
in law, to authorise the concentration at the end of phase I because, according to the applicant, the
Commission could not have been sufficiently certain, at the end of that phase alone, that the commitments
removed all doubt as to the compatibility of the concentration with the common market.

157 Three factors show that the Commission was not in a position, at the end of phase I, to determine with
the requisite certainty that the commitments were sufficient to resolve all the competition problems created by
the concentration.

158 First, the applicant states that, to its knowledge, in the past the Commission has never authorised a
concentration on the sole basis of commitments concerning a trade mark licence, such commitments having
always been used by the Commission to accompany or supplement other remedies such as the sale of assets.
On this point the applicant observes that the Commission itself recommends, in paragraph 16 of the Remedies
Notice, that `where the competition problem results from horizontal overlap, the most appropriate business has
to be divested'. According to the applicant, the Commission did not have at its disposal the experience to
enable it to determine with sufficient certainty whether a mere commitment relating to a trade mark licence
would clearly resolve the identified competition problems.

159 Second, the applicant claims that the Commission could not have had sufficient information regarding the
effectiveness of the commitments. According to the applicant, unlike a straightforward commitment to divest,
the effects of which can easily be assessed by the Commission, the effectiveness of a commitment to licence
the use of a trade mark is, by its nature, more difficult to evaluate in so far as it depends on several factors
such as the duration of the licence, the duration of the subsequent surrender of the mark and the exact scope
of the licence. Furthermore, the fact that the licences for the Moulinex mark may, in the scheme of
commitments proposed by the Commission, be granted to different undertakings, depending on the products
and countries concerned, was likely to complicate further the assessment of the effect of those commitments.
To that extent, the applicant considers that the Commission was not in a position, without conducting an
in-depth examination, to assess with sufficient precision whether the third-party licensee or licensees would
actually be able to act as a real counterbalance to SEB-Moulinex on the day after the concentration, in respect
of each of the product ranges and each country concerned.

160 Third, the applicant observes that the questionnaire for assessing the effectiveness of the modified version
of the commitments submitted by SEB was addressed to interested third parties on 20 December 2001, a reply
being required by 21 December 2001. However, in the applicant's opinion, the very short time allowed for a
reply prevented the third parties in question from giving a precise and detailed opinion regarding the
foreseeable effects of the proposed commitments. The applicant admits that a very short time-limit for a reply
may be accepted in certain cases involving commitments the effects of which can easily be assessed, such as
the divesture of assets. On the other hand, where the commitments are complex and, furthermore, uncommon,
a period of one day can hardly be regarded as sufficient to enable third parties to give a detailed opinion.

161 The Commission denies that it erred in law in deciding to authorise the concentration at the end of phase
I without initiating the in-depth procedure.

Findings of the Court

162 First of all, in so far as the applicant contends that the Commission erred in law by not initiating phase II
on the ground that the commitments submitted by SEB were not sufficient clearly to remove all serious
doubts, the applicant is calling into question the economic assessment which led the Commission to accept the
commitments proposed by SEB. Consequently this plea is the same as the third plea claiming manifest error
of assessment of the capacity of the commitments to resolve the
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competition problems. Therefore this aspect of the present plea will be examined in connection with the third
plea.

163 The eighth recital in the preamble to Regulation No 1310/97 states that phase I remedies can only be
accepted `where the competition problem is readily identifiable and can easily be remedied'. Likewise,
paragraph 37 of the Remedies Notice repeats that `phase I remedies are designed to provide a straightforward
answer to a readily identifiable competition concern'.

164 In the present case it must be noted that, regarding the nature of the competition problems arising, the
applicant has not identified any competition problems other than those identified by the Commission in the
contested decision.

165 Furthermore, it must be said that the Commission's analysis of competition is prudent. Contrary to the
assertions of the notifying parties in the course of the administrative procedure, who took the view that the
geographical dimension of the markets was worldwide, the Commission found, at the end of paragraph 30 of
the contested decision, that `a national definition of the relevant markets must be regarded as having the
greatest credibility at the end of the phase I examination'. Likewise, to assess the competitive position of the
new entity on completion of the concentration, the Commission aggregated the market shares of SEB and
Moulinex on the assumption that Moulinex would not lose sales, whereas the context of the acquisition was
likely to lead to such losses and it is not disputed that the marketing of certain Moulinex models had been
discontinued. Accordingly in paragraph 42 of the contested decision the Commission observed that it could not
be ruled out, `at least on the conclusion of phase I of the examination, that the combined entity will be able
to restore the competitive capacity of Moulinex to the level before the commencement of the reorganisation
proceedings'.

166 It must therefore be accepted that the Commission accurately identified the competition problems created
by the concentration in question.

167 The applicant adduces three grounds to show that the Commission could not have been sufficiently
certain that the proposed commitments would remove the doubts as to the compatibility of the concentration
and that it therefore erred in law in authorising the concentration at the end of phase I. The said grounds are,
first, the nature of the commitments, second, the Commission's lack of information for assessing the
effectiveness of the commitments and, third, the period allowed to third parties for submitting observations on
the commitments.

168 First, regarding the nature of the proposed commitments, they consist in the conclusion of exclusive
licensing agreements for the Moulinex trade mark in nine Member States, covering all of the 13 relevant
products for a term of five years and a commitment by the SEB group, for the term of the licensing
agreement and three years after it expires, to refrain from marketing any products under the Moulinex mark.

169 Neither Regulation No 4064/89 nor the Remedies Notice expressly stipulate what kind of commitments
can or must be accepted on the completion of phase II or in the framework of phase I. As Regulation No
4064/89 aims to prevent the creation or strengthening of market structures as a result of which effective
competition in the common market would be significantly impeded, the proposed commitments must be such
as to permit the Commission to conclude that the concentration in question will not create or strengthen a
dominant position. In that connection there is no material difference between the commitments made in phase
I and those in phase II although, as an in-depth market study is not carried out in phase I, the former must
not only permit such a conclusion, but must also be sufficient to rule out clearly any serious doubt on that
point.

170 Although a sale of assets is often the most suitable corrective measure for easily remedying a competition
problem, particularly in the case of horizontal overlap, the possibility cannot in
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principle be ruled out that a licence agreement may be suitable for remedying identified competition problems.
Thus in the judgment in Case T-102/96 Gencor v Commission [1999] ECR II-753, paragraph 319, the Court
observed that `the possibility cannot automatically be ruled out that commitments which are prima facie
behavioural, for instance not to use a trade mark for a certain period, or to make part of the production
capacity of the entity arising from the concentration available to third-party competitors or, more generally, to
grant access to essential facilities on non-discriminatory terms, may themselves also be capable of preventing
the emergence or strengthening of a dominant position'.

171 The applicant's observation that the Commission has never in the past authorised a concentration on the
sole basis of commitments concerning a trade mark licence is irrelevant. If the commitments proposed by SEB
are capable of effectively overcoming the identified competition problems, the Commission cannot be criticized
for accepting them merely because it has never before authorised a concentration on such a basis. This
question, which relates to the substance of the commitments, will be examined in connection with the plea
that the commitments are insufficient.

172 It is also clear from the file that, during the administrative procedure, several third parties, including
De'Longhi, suggested to the Commission that a licensing agreement might, under certain circumstances, be
sufficient to overcome the competition problems identified in the present case (see paragraph 149 above).

173 It is common ground that trade marks are of vital importance in the sector affected by the concentration
and are one of the main factors in the final consumers' choice. In addition, the offers to purchase Moulinex
related almost exclusively to that group's trade marks rather than the production units, the applicant itself
expressing its primary interest in acquiring the Krups trade mark. It is not denied in the present case that a
transfer of tangible assets would have had only a marginal effect on the structure of competition. As for
requiring the transfer of intangible assets in the form of trade mark rights, that would have amounted in
substance to partially prohibiting the concentration, which would have been contrary to the principle of
proportionality if commitments relating to a trade mark licence were likely to prevent the creation or
strengthening of a dominant position held by SEB-Moulinex.

174 The applicant has not shown that the Commission was not in a position to determine whether the
third-party licensee or licensees would be able to act as a genuine counterweight to SEB-Moulinex. In this
connection it must be observed that, on the contrary, the Commission included, in the final version of the
commitments, a paragraph on the status of the licensee and required the licence holder or holders to be
submitted to it for approval, also requiring them to be viable and independent and to be in possession of the
competence necessary to provide active and effective competition on the market concerned.

175 Finally, contrary to the applicant's allegation, it is clear from the commitments proposed by SEB that
there cannot be more than one licensee in one country, as Section 1(a) of the commitments expressly provides
that the licence is exclusive in each of the Member States concerned and Section 1(c) provides that the
licence will be for all small electrical household appliances and that neither the licensee nor SEB will be able
to use the Moulinex trade mark for other products.

176 Second, with regard to the complaint that the Commission could not have had enough information
concerning the effectiveness of the commitments, it is sufficient to note that, although the effectiveness of a
trade mark licence depends on several factors which are more difficult to assess than a sale of assets, it
cannot automatically be ruled out that the Commission will be able to assess the relevant parameters in the
course of phase I.

177 Moreover, the Commission took into account precisely all the criteria cited by the applicant
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and was able to test them in the market. As a result of its own examination and the replies given by the third
parties who were asked, the Commission was in a position to better identify the shortcomings of the
commitments originally proposed and to make the necessary improvements to them with regard to the duration
of the licence, the duration of the subsequent surrender of the trade mark and the exact scope of the licence.
Accordingly the final version of the commitments includes in particular the following provisions:

- two-year extension of the term of the licence agreement (originally proposed for three years) and of the
duration of the obligation to refrain from competing thereafter (originally one year) (subparagraph 1 of section
1(c) of the commitments);

- extension of the licence agreements to all the relevant products and an obligation for SEB not to market any
products at all (even those not concerned) under the Moulinex trade mark in the nine Member States
concerned (section 1(a) and second subparagraph of section 1(c) of the commitments);

- deletion of the obligation for licensees to obtain supplies of certain products concerned from SEB (subject to
the special case of Germany) (section 1(d) of the commitments);

- obligation of prospective licensees to be currently present on the market or potentially capable of entering it
(section 1(g) of the commitments).

178 In those circumstances, the commitments cannot be considered to be of such an extent and complexity
that the Commission found it impossible to determine with the requisite degree of certainty that effective
competition would be restored in the market, because the final version of the commitments reflects in large
measure the objections of the third parties. For the same reason, the commitments accepted by the
Commission were sufficiently specific to enable the Commission to assess all the details.

179 Third, regarding the time allowed to third parties to submit their comments, it must be observed that, in
paragraph 34 of the Remedies Notice, the Commission provides as follows:

`34. In order to form the basis of a decision pursuant to Article 6(2), proposals for commitments must meet
the following requirements:

(a) they shall be submitted in due time, at the latest on the last day of the three-week period;

...

At the same time as submitting the commitments, the parties need to supply a non-confidential version of the
commitments, for purposes of market testing.'

180 The applicant complains that its observations on the modified version of the commitments which it
received on 20 December 2001 had to be submitted by 21 December 2001. As the Commission points out, it
is clear from the file that there is no factual basis for this complaint as the Commission's letter expressly
states that the period allowed would expire on 2 January 2002, not 21 December 2001. It follows that the
third parties, of whom the applicant was one, had 12 days in which to lodge their observations on the
modified version of the commitments, which was manifestly more than sufficient, particularly in view of the
need for speed in the procedure for appraising concentrations. Accordingly, in the judgment in the case of
Kaysersberg v Commission, cited above, the Court upheld a period of 24 hours granted to third parties in
which to submit comments on the new version of the commitments in question. It must also be observed that,
although the applicant complains of the time allowed in which to comment on the last proposed commitments,
it does not deny that it was able to lodge written comments on the modified version of the commitments in
spite of the short period allowed. Finally, the applicant has not put forward any considerations to show how a
longer period would have enabled it to produce evidence likely to change the contested decision. On this point
it is relevant to note that the applicant's objections before the Court are substantially
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the same as those raised in the course of the administrative procedure. Therefore it must be concluded that the
Commission adopted the contested decision in full knowledge of the facts, after profitably consulting third
parties on the effectiveness of the proposed measures for overcoming the identified problems of competition.

181 It follows that neither the competition problems in question nor the nature of the commitments proposed
by SEB nor the period allowed to third parties were such as to prevent the Commission from concluding that
the serious doubts could be removed on the completion of phase I.

182 It follows that the plea that the Commission erred in law in not initiating phase II must be dismissed.

III - Third plea: manifest error of assessment in that the commitments were insufficient to overcome the
competition problems

183 The applicant maintains that the contested decision is vitiated by a manifest error of assessment in that
the commitments entered into by SEB are insufficient to overcome the competition problems created by the
concentration.

184 This plea is divided into five limbs. The applicant considers that there was a manifest error of assessment
by the Commission in so far as:

- the commitment to grant a trade mark licence is not by nature capable of overcoming the competition
problems created by the concentration;

- the commitments are of insufficient duration;

- the commitment to obtain supplies in respect of the German market and the conditions attached to the option
for all licensees to obtain supplies will have the effect of strengthening the position of SEB-Moulinex;

- the fact that the Commission agreed that the same trade mark could be used by different undertakings in the
European Union may give rise to collusion between SEB-Moulinex and the third-party licensee or licensees;

- no commitment is imposed with regard to markets which nevertheless have serious competition problems.

185 De'Longhi contends, moreover, that the commitments bring about a sharing of the market in the Moulinex
trade mark.

First limb: a commitment to grant a trade mark licence is not by nature capable of remedying the competition
problems caused by the concentration

A - Arguments of the parties

186 The applicant considers that the commitment to grant a trade mark licence is not by nature capable of
remedying the competition problems in the present case. A mere commitment to licence a trade mark does not
offset the negative effects of a market share of approximately 40% of the market for small electrical
household appliances as a whole, outside France.

187 The applicant notes that, in the Remedies Notice, the Commission itself observes that:

- where the competition problem results from horizontal overlap, the most appropriate business has to be
divested (paragraph 16);

- in exceptional cases, a divestiture package including only brands and supporting production assets may be
sufficient to create the conditions for effective competition. In such circumstances, however, `the Commission
would have to be convinced that the buyer could integrate these assets effectively and immediately' (paragraph
18).
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188 The applicant adds that, on the other hand, in the Notice the Commission does not anticipate that a trade
mark licence alone can overcome problems of horizontal overlap. The Commission had never previously
imposed, in the form of a commitment, a measure involving a trade mark licence unaccompanied by other
remedies, such as the divestiture of brands and businesses, divestiture of production capacity, the transfer of
part of the sales and administrative personnel and the workforce attached to the industrial site sold (see, for
example, Commission Decision 96/435/EC of 16 January 1996 relating to a proceeding pursuant to Regulation
No 4064/89 declaring a concentration to be compatible with the common market and the functioning of the
EEA Agreement (Case No IV/M.623 Kimberly-Clark/Scott) (OJ 1996 L 183, p. 1)).

189 As an example, the applicant refers to the Commission Decision of 27 July 2001 declaring a
concentration to be compatible with the common market (Case No IV/M.2337 - Nestlé/Ralston Purina, OJ
2001 C 239, p. 8), in which the Commission required commitments for the divestiture of brands so as to
eliminate the horizontal overlap of the parties' businesses and to give the new entity a market share equivalent
to that held by Ralston Purina prior to the operation. In addition, the Commission had required the divestiture
of all products in the range covered by the commitments so as to enable the purchaser of the brand to avoid
indirect competition by Nestlé/Ralston Purina. The Commission had decided on similar measures in the case of
Kimberly-Clark/Scott, cited above.

190 The Commission denies that a commitment to grant a trade mark licence cannot remedy the competition
problems created by the concentration.

B - Findings of the Court

191 First of all, as observed in connection with the previous plea, it cannot automatically be ruled out that a
commitment which is behavioural, such as one to grant a trade mark licence, may be capable of remedying
the competition problems created by a concentration and the relevant question is not whether the Commission
has already accepted concentrations on the sole basis of commitments to grant a trade mark licence, but
whether such commitments were, in the present case, capable of preventing the emergence or strengthening of
a dominant position.

192 On this point it is common ground that trade marks are the most important factor in competition on the
relevant markets. Furthermore, many producers have chosen to outsource all or part of their production and to
retain only the brands, sales forces and marketing teams.

193 It is likewise not disputed that, since the average life of small electrical household appliances is
approximately three years, a trade mark licence for a term of five years accompanied by a commitment by
SEB not to market any such appliances under the Moulinex trade mark for a further three years is likely to
enable the licensees to induce customers of Moulinex products to migrate to their own brand. This is all the
more true in so far as, according to the commitments, the licensee or licensees must be viable, independent
and in possession of the competence necessary to provide effective competition on the market concerned and,
in any case, must be approved by the Commission.

194 It must also be observed that the grant of a trade mark licence is a remedy which was envisaged and
asked for by third parties. Consequently this remedy appeared to be appropriate for remedying the competition
problems in the present case.

195 It follows that, leaving aside the question whether the commitment is of a sufficient duration, which will
be considered below, the commitments relating to a trade mark licence offered by SEB are capable of
remedying the competition problems arising from the concentration concerned.

196 This conclusion is not called into question by the examples cited by the applicant. First, several of the
applicant's allegations are mistaken in fact. Thus the average market shares of SEB-Moulinex in the sector of
small electrical household appliances in Europe are less than 30%
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and are therefore not 40%. Likewise, in the case of Nestlé/Ralston Purina, the Commission did not require the
divestiture of brands for the Spanish markets, but accepted, as one of two options, commitments whereby the
parties agreed to grant licences for the brands for a total of approximately eight years (in two stages), which
made it possible to establish the new brand on the market (paragraph 68 of the said decision). Secondly, in
any case, the applicant has not shown that the markets and the problems created by those concentrations
possessed characteristics fundamentally similar to those in the present case. The fact, assuming it to be proven,
that the Commission considered that commitments relating only to trade mark licences were not such as to
overcome the competition problems caused by a particular concentration does not mean that such commitments
are not sufficient to eliminate the risks of creating or strengthening a dominant position that arise from
another concentration on a different market with different characteristics.

Second limb: manifest error of assessment by the Commission in accepting commitments of insufficient
duration

A - Arguments of the parties

197 The applicant submits that the commitments accepted by the Commission are of insufficient duration.
According to the applicant, the restoration of effective competition requires that the purchaser of the Moulinex
brand should have the resources to develop the brands concerned and has an inducement to do so. In the
contested decision (paragraph 36), the Commission itself stated that `trade marks are one of the principal
factors influencing the choice of the ultimate consumer and therefore constitute one of the major elements of
competition between manufacturers of small electrical household appliances'. According to BaByliss, this
position is justified by the fact that, in a sector where the technological characteristics of products are not a
factor which determines the purchase of the product by the consumer, the brand image plays an essential part
in gaining customer loyalty.

198 In that context, public awareness of brands is one of the main elements of the markets concerned and
keeping such awareness at a high level requires substantial investment in advertising in order to overcome
consumer habits and the obstacles connected with the reputation of well-established manufacturers. In the
applicant's opinion, such investment can pay for itself only over a very long period and to the extent that the
profits from the investment accrue to the investor. Consequently, whereas firms already active in the market
may content themselves with relatively modest advertising expenditure aimed at maintaining an image which
has already been created, the situation is different for a new entrant, particularly where a powerful group has
very well-known brands.

199 The applicant claims that the economic literature shows specifically that a reasonable manufacturer
systematically underinvests if he can expect only a partial return on his investment. Therefore a purchaser who
does not own the brands and is in the position of investing in order to increase awareness of them, knowing
at the same time that he will ultimately have to return them to a competitor, would have no incentive
whatever to maintain or develop the brands. This leads to a serious weakening of the brands he has
purchased. The duration of the licence and of the period of non-use which must follow it are therefore
decisive for the effectiveness of the commitment.

200 As an example, the applicant notes that, in the Kimberly-Clark/Scott case, cited above, where the entity
created by the concentration was the leader in the toilet tissue market in the United Kingdom and Ireland,
with an aggregate market share of between 50 and 60%, the Commission required the conclusion of a licence
agreement for the trade marks concerned for a total of 15 years.

201 Commission decision C (2001) 3014 final of 10 October 2001 declaring a concentration to be
incompatible with the common market and the functioning of the EEA Agreement (Case No COMP/M.2238 -
Schneider-Legrand) expressly approved that approach as follows:

`The Commission's investigation has confirmed the disadvantage of not owning one's own brand from
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the beginning and shows that a purchaser would need a long period (approximately seven years) to complete
successfully the substitution of the proposed brand. At the same time, the Commission's investigation shows
that a purchaser would have to be protected by commitments not to re-enter the markets concerned under the
original brand for a period of more than ten years.'

202 The applicant considers that the factors mentioned by the Commission to show the inadequacy of the
commitments proposed in the Schneider-Legrand case are directly applicable to the present case.

203 Therefore, according to the applicant, the Commission manifestly erred in its assessment by finding, in
the present case, that a commitment to grant a trade mark licence for a term of five years, combined with a
commitment by SEB not to use the Moulinex brand for a further three years `will enable the licensee to
induce the migration of Moulinex products to its own brand with limited losses to SEB when the latter is in a
position to reintroduce the Moulinex brand to the relevant markets'.

204 The Commission, supported by SEB, denies that it erred manifestly in its assessment in accepting
commitments of an allegedly insufficient duration.

B - Findings of the Court

205 When considering the applicant's pleas as to the duration of the commitments, it should be borne in mind
that, according to the second subparagraph of Section 1(a) of the commitments, their purpose is to permit the
use of the trade mark Moulinex in combination with a trade mark of the licensee in order to enable the
licensee, during and after that period of `co-branding', to establish or reinforce its own trade mark on the
relevant market. For that purpose, the licensee will, for the term of the Moulinex trade mark licences, be
authorised either to use immediately the Moulinex trade mark in combination with its own trade mark or to
use it alone, temporarily, in order to change subsequently to `co-branding'. According to that provision, the
licensee will also be free to change from `co-branding' to its own trade mark at any time during the term of
the licence.

206 Moreover, in order to achieve that purpose, the commitments provide, in the third subparagraph of
Section 1(g), that the licensees must be operators possessing their own trade mark which can be used in
association with the Moulinex trade mark, but not operators whose principal activity involves retail sales.

207 It follows that the purpose of the commitments is not to permit the use of the Moulinex trade mark as
such by each of the licensees but to enable them, over a transitional period during which they will be entitled
to use their own trade mark together with the Moulinex trade mark, to ensure the migration from the
Moulinex trade mark to their own trade marks, so that they can compete effectively against the Moulinex
trade mark after the transitional period, when SEB will again be entitled to use the Moulinex trade mark in
the nine Member States concerned.

208 Consequently, contrary to what the applicant claims, the commitments are not designed to introduce a
new trade mark to the nine Member States concerned but to enable the licensees to establish or strengthen
their own trade mark as a mark effectively competing with the Moulinex trade mark.

209 Moreover, since the purpose of the commitments is to enable the licensees to establish or strengthen their
own trade mark as a mark effectively competing with the Moulinex trade mark, it is irrelevant for the
applicant to claim that, in view of its current large market share, its trade mark portfolio and the reputation of
the Moulinex trade mark, SEB will be able to reintroduce the Moulinex trade mark easily in the nine Member
States concerned. The question is not whether SEB will be able to reintroduce the Moulinex trade mark in the
Member States concerned - which must, after all, be presumed when determining whether the commitments
accepted in the contested decision are sufficient
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- but whether the licensees will be able to establish or strengthen their own position as effective competitors
of SEB.

210 It is therefore necessary to examine whether the duration of the transitional period established by the
commitments is sufficient to achieve that aim.

211 In that regard, it must be observed, first, that, according to the first subparagraph of Section 1(c) of the
commitments, each of the licences to the Moulinex trade mark in the nine Member States concerned will run
for a term of five years. In addition, according to that provision and the second subparagraph of Section 1(c),
SEB is to abstain, for the term of the licence and for a period of three years after its expiry, from marketing
under the Moulinex trade mark in the nine Member States concerned small electrical household appliances
coming under one or other of the 13 product categories in question and other household appliances not
included in those product ranges, such as vacuum cleaners and microwave ovens.

212 Those provisions indicate that, contrary to what the applicant suggests, the total duration of the
commitments pursuant to which SEB will not be able to market products under the Moulinex trade mark is
not five years but eight years, namely the five-year duration of the first period, during which the licensee will
have the exclusive right to use the Moulinex trade mark alone or together with its own trade mark, and the
three-year duration of the second period, during which SEB will abstain from marketing under the Moulinex
trade mark in the countries concerned. It follows that SEB will be deprived of the right to use the Moulinex
trade mark in the Member States concerned for eight years.

213 Those provisions also indicate that any use of the Moulinex trade mark in the nine Member States
concerned will cease for a period of at least three years and, at least in theory, of eight years at most. Under
the commitments, each licensee remains free to decide when to switch from `co-branding' to its own trade
mark alone. In its statement in intervention, SEB stated that the current candidates for the grant of a licence
intend to migrate from `co-branding' to their own trade mark after a period of three to four years, which will
mean that, in the Member States concerned, the Moulinex trade mark will disappear for a period of about five
years.

214 Such an absence of product lines of the Moulinex brand will enable the licensees to establish with lasting
effect the reputation of their own trade mark. In addition, such an absence also means that SEB will not be
able to recover automatically the positions held by Moulinex once it is able to reintroduce the trade mark to
the relevant markets at the end of the non-marketing period.

215 Moreover, in recital 140 of the contested decision, the Commission stated that the average life cycle of
small electrical household appliances is about three years and the applicant has not contradicted that statement.

216 It is therefore clear that the duration of the commitments will cover a period equal to about three product
life cycles, whilst the period during which all use of the Moulinex trade mark will cease will be equal to at
least one product life cycle.

217 The Commission correctly stated, without being contradicted by the applicant, that, on a neighbouring
market to that for the products in question, namely the market for large household electrical appliances,
Whirlpool successfully migrated from the Philips trade mark to the Whirlpool trade mark in three years
between 1990 and 1993, which is equivalent to the life cycle of the product. That migration was successful
despite the fact that the Philips trade mark continued to be present and was maintained by Philips on adjacent
markets. The Commission also observed, by way of comparison, that in markets for similar products Dyson
became the leader in the British market for vacuum cleaners in less than five years, Colgate gained a
significant share of the French market for electric toothbrushes in one year and Moulinex, originally absent
from the electric kitchen appliances sector (informal
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meals), succeeded in five years in gaining a market share of between 5 and 15% in the various European
countries.

218 Moreover, in its Notice on restrictions directly related and necessary to concentrations (OJ 2001 C 188, p.
5, paragraph 15), the Commission stated that, in the event of the transfer of an undertaking, the maximum
acceptable duration of a ban on competition imposed on the seller in order to guarantee the transfer to the
buyer of the full value of the transferred assets is three years where the transfer of the undertaking includes
the goodwill and know-how and two years where only the goodwill is transferred. In the present case, the
period for which SEB will abstain from using the Moulinex trade mark in the licensees' territories is eight
years.

219 Contrary to the applicant's submission, far from systematically underinvesting by reason of not being the
owner of the brand, the licensee will, on the contrary, be encouraged to invest strongly in the development of
his own brand, of which he will be the owner, after benefiting initially from the support of the Moulinex
brand to launch or strengthen it. As the purpose of the commitments is not to use the Moulinex trade mark
for a period of five years but to enable migration to take place from the Moulinex mark to others, the
licensee or licensees will have every incentive to invest in their own brand so as to prolong the benefits of
using the Moulinex brand during the first years. Consequently, the period of association of the two brands is
only a necessary stage in the transition to the licensee's own brand. Therefore the return on the investment
will continue long after the eight years laid down by the commitments and will not stop on the date when it
will be possible for SEB to reuse the Moulinex brand.

220 Second, it should be pointed out that, according to the first subparagraph of Section 1(g) of the
commitments, the licensees must be `operators currently present on the market or potentially capable of
entering it, viable, independent without any links to the SEB group and in possession of the competence and
motivation necessary to provide active and effective competition on the relevant markets'. Moreover, as was
pointed out above, according to the third subparagraph of Section 1(g), the licensees must have their own
trade mark which is capable of being associated with the Moulinex trade mark and not be operators whose
principal activity is retail sales.

221 The Court finds that, by limiting the grant of licences to operators who are already on the market or
capable of penetrating it in the short term and who possess their own trade mark, those provisions are capable
of effectively ensuring that the licensees will become effective competitors within the period provided for by
the commitments. This is confirmed still further by the fact that, even if they have their own trade marks,
operators whose principal activity is retail sales are nevertheless excluded under the third subparagraph of
Section 1(g) from the circle of potential holders of a licence to the Moulinex trade mark. In recitals 27(d) and
37 of the contested decision, the Commission stated - and has not been contradicted by the applicant - that
those operators' own trade marks, namely the `distributors' brands', do not have a strong presence on the
relevant markets.

222 In light of those circumstances, it must be concluded that there was no manifest error of assessment by
the Commission in finding that the duration of the commitments is sufficient to enable the licensees of the
Moulinex trade mark to establish or strengthen their own trade mark as a mark which can effectively compete
with the Moulinex trade mark in the nine Member States concerned.

223 Accordingly, the applicant's complaints as to the duration of the commitments must be rejected.

224 This conclusion is not called into question by the two decisions cited by the applicant. The characteristics
of the two markets concerned in the cases of Kimberly-Clark/Scott and Schneider/Legrand are not comparable
to the markets in question in the present case so that, as stated above, the comparison claimed by the
applicant is irrelevant.
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225 In the Kimberly-Clark/Scott case, the long duration of the commitments (licence for a maximum of 10
years with a five-year period of non-use) was justified, according to the Commission (and not disputed by
Kimberly-Clark), because the introduction of a new brand on the market in toilet paper, kitchen towels and
paper tissues was particularly difficult in so far as there were only two significant brands (Kleenex and
Andrex), while the others were hardly promoted and had little customer loyalty. In the present case, by
contrast, there are established brands to which customers of the Moulinex brands can migrate.

226 Likewise, in the Schneider/Legrand case - apart from the fact that the Commission's decision was
annulled by the Court - the parties' proposed offer of an option to use several trade marks for three years had
been rejected because the market test had shown that a purchaser would need about seven years to complete
the proposed trade mark substitution, the lifetime of `low-voltage' electrical appliances being very long,
whereas that of small electrical household appliances is short. In addition, Schneider proposed that the trade
mark, on the same national market, be split and used by Schneider and the licensee whereas in the present
case there will be no Moulinex brand products from two different companies on one and the same market as
the commitments provide for an exclusive licence and a subsequent prohibition on using the Moulinex mark.

Third limb: the commitment to provide supplies on the German market and the conditions attached to the
option for all licensees to obtain supplies will have the effect of strengthening the position of SEB-Moulinex

A - Arguments of the parties

227 The applicant contends that, regarding food mixers in Germany, the two-year commitment of the
Moulinex mark licensee to obtain supplies of all appliances in that category from SEB, equivalent to 65% of
the sales of products in that category by Moulinex in 2000, is such as to strengthen further the position of
SEB-Moulinex in the German market.

228 First, the applicant claims that such a commitment gives SEB-Moulinex a guaranteed outlet for its
products. To that extent, it would enable SEB-Moulinex to benefit from greater economies of scale and would
thus contribute to reducing its marginal production costs.

229 Second, the applicant considers that the fact that SEB agrees to supply the licensee on the average
internal transfer terms within the SEB group, between the industrial companies and the marketing subsidiaries,
in the territory or territories concerned, will prevent the licensee from using less costly sources of supply
which it may identify. Therefore the licensee would be able to compete with SEB on prices only by
manipulating the level of its margin.

230 Third, the applicant considers that this measure is likely to take away any incentive for the licensee to
offer technologically innovative products in so far as it will enable SEB, the market leader, to determine the
technical standards of the different products, thus eliminating any competition in relation to product
characteristics.

231 Fourth and last, the applicant considers that this measure is not essential to the licensee's business. In
particular, it takes the view that merely giving the licensee an option to obtain supplies from SEB, as
proposed for the other countries, would have been sufficient to enable it to carry on its business even if it did
not have the necessary production capacity.

232 Therefore the applicant concludes that there was a manifest error of assessment by the Commission in
accepting a commitment likely to lead to the strengthening of the position of SEB-Moulinex on the German
market.

233 Alternatively, the applicant observes that the aspects of the commitment relating to obtaining supplies
from SEB-Moulinex could lead to greater restraint of price competition in the market
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segments concerned.

234 First, the applicant notes that the commitment gives the licensee the option of obtaining supplies from
SEB-Moulinex for one or more of the products or countries concerned. However, should the licensee wish to
obtain supplies from SEB for Moulinex products, such supply should correspond to 65% of sales under the
Moulinex brand in 2000 (paragraph 132 of the contested decision). In the applicant's opinion, such an
obligation gives SEB a guaranteed outlet, but takes away the licensee's freedom to choose its sources of
supply.

235 Second, the applicant claims that compelling the licensee to obtain supplies from SEB-Moulinex
equivalent to a minimum of 65% of sales by Moulinex in 2000 may lead to uniformity in the selling prices of
SEB-Moulinex and those of the licensee for the products in question. According to the applicant, the licensee
will in effect share in the entire production costs of SEB-Moulinex and probably for a very significant
proportion of its total requirements for the product concerned. Such a degree of similarity in cost structures
could lead to automatic or collusive alignment of the selling prices of the products concerned in so far as
price competition will be possible only by means of commercialisation costs and the level of the licensee's
margin. The applicant adds that the more concentrated the markets situated downstream of the market for
selling the finished products, the greater the risks of collusive behaviour. The Commission had expressly
referred of the existence of such risks in the Guidelines on the applicability of Article 81 EC to horizontal
cooperation agreements (OJ 2001 C 3, p. 2).

236 The Commission denies that the commitment to obtain supplies on the German market will have the
effect of strengthening the position of SEB-Moulinex in the German market.

B - Findings of the Court

237 Essentially the applicant objects, first, to the obligation imposed on the German licensee with regard to
obtaining supplies of food mixers and, second, the option of all licensees in the nine Member States to
conclude a supply contract for any of the products covered by the decision.

238 Regarding the obligation concerning supplies imposed on the licensee in Germany, it must be observed,
first, that, according to the decision, which is not challenged by the applicant on this point, the purpose of
that commitment is to maintain production at the sites in question so as to preserve jobs.

239 Second, the obligation relates to a single product, food mixers, in a single country for a limited period of
two years. Furthermore, the Commission did not find that SEB-Moulinex has a dominant position on the
market for food mixers in Germany, the new entity having a market share of only 20 to 30%. It must also be
observed that the obligation to obtain supplies relates to only 65% of Moulinex sales in 2000, so that it is
still open to the licensee to obtain supplies from a third party or to make the product concerned itself as
regards its other sales. Consequently technological innovation will not be impeded in so far as there is nothing
to prevent the licensee from developing its own products to complement those purchased from SEB with a
view to replacing the appliances supplied by SEB, taking account of the short duration of the commitment in
question.

240 Finally, SEB's commitment to sell to the licensee at a supply price equal to the industrial cost price plus
general costs, far from affecting the licensee's ability to compete, ensures that he is given an advantageous
price. In any case, contrary to the applicant's submissions, SEB is not a competitor of the licensee who has
the obligation to obtain supplies of Moulinex products because, by reason of the commitments, SEB cannot
sell any Moulinex product on the German market for the duration of the licence and for three years after it
expires.

241 It follows that, contrary to the applicant's argument, the limited obligation concerning the
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obtaining of supplies, as provided for by the commitment, does not have the effect of strengthening the
position of SEB-Moulinex or of rendering the licence less effective.

242 Regarding the complaint concerning the obtaining of supplies from SEB for markets other than that of
food mixers in Germany, this is not an obligation on the part of the licensees, but merely an option which
they are free to exercise in accordance with their interests. As for the fact that, if they exercise the option,
they must purchase certain minimum quantities, this is not such as to render the provision objectionable.

243 It follows that the applicant's complaint must be dismissed.

Fourth limb: the fact that the Commission agreed that the Moulinex trade mark could be used by different
undertakings in different States of the European Union may give rise to collusion between SEB-Moulinex and
the licensee or licensees

A - Arguments of the parties

244 According to the applicant, the fact that the Commission agreed that the same trade mark could be used
by different undertakings in the European Union is liable to give rise to collusion between SEB-Moulinex and
the licensee or licensees.

245 The applicant considers that the use of a single trade mark cannot be split across the territory of the
Member States without setting up a system for coordinating sales, marketing and advertising and without
endangering the durability of the mark itself. This approach was formulated very explicitly by the French
Minister for the Economy in the case of Pernod-Ricard/Coca-Cola (decree of 24 November 1999 on the
proposed acquisition by Coca-Cola of assets of the Pernod-Ricard group relating to Orangina brand beverages)
and upheld by the French Conseil d'Etat (judgment of 6 October 2000, Société Pernod-Ricard). Likewise, the
Commission has traditionally stressed that it is necessary to coordinate the sales and marketing approaches on
markets which are very close to each other (the Schneider/Legrand decision, cited above, paragraph 796).

246 In the present case, the applicant observes that, in the contested decision, the Commission did not
envisage the possibility of collusion arising from the fact that trade mark licences could be granted to different
undertakings in different countries and for different products.

247 The Commission contends that the applicant's complaint is unfounded.

B - Findings of the Court

248 It is common ground that the markets for small electrical household appliances have a national dimension.
As stated in paragraph 27 of the contested decision, the `characteristics' of products may vary between the
Member States on account of the peculiarities and preferences of consumers; customer/supplier relationships
are forged principally on a national basis; most makers of well-known brands have their own local sales
organisation in each Member State, and distribution structures are national.

249 Therefore the Commission correctly took the view that one and the same trade mark may be used by
different operators in different Member States, each having its own marketing and advertising organisation and
strategy and its own sales organisation, and that a licensee would be able to manage the Moulinex brand
independently of SEB and to develop its own brand without the need for coordination with SEB or the other
licensees.

250 Furthermore, SEB will not be able to grant a licence to another licensee for the same territory or use the
Moulinex mark itself in that territory. Consequently there would be no reason to coordinate competition policy
in relation to the Moulinex mark. In addition, the choice of licensees will require the Commission's consent.
Finally, in any case, the Commission will be in a position to
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ensure that the risks of the coordination of policy between licensees mentioned by the applicant are removed.

251 It follows that the applicant's objection is unfounded.

252 This conclusion is not called into question by the cases cited by the applicant since the characteristics of
the markets concerned in each case are completely different. In the Pernod-Ricard/Coca-Cola case, it was not
shown that the licensee was independent, whereas in the present case the licensee will have to be independent
in order to be approved by the Commission. Moreover, according to the Conseil d'Etat, the two markets for
non-alcoholic carbonated drinks, `away from home' and `dietary', were not partitioned in France and the two
markets in question were markets in neighbouring products, not geographically distinct markets, as in the
present case, with national dimensions and characteristics. Consequently, the risk of coordination between the
licensee and the Coca-Cola company was far from being ruled out, particularly as the proprietor of the trade
mark continued to carry out the quality control of the products, packaging and advertising. That situation is
not therefore comparable with the concentration in question because the different national markets are distinct
and the licensees will be free to carry out the quality control of products, packaging and advertising and will
be able to develop their own brand in their own interest.

253 It follows that the fourth limb of this plea is unfounded.

Fifth limb: the Commission authorised the concentration without commitments relating to markets with serious
competition problems

A - Arguments of the parties

254 The applicant complains that the Commission required no commitments whatever relating to markets with
serious competition problems. For example, no commitment was required with regard to the Italian market
although, on the completion of the concentration, SEB-Moulinex held a share of 65-75% of the market in
electric kettles and 40-50% of the market in informal meals and food mixers. Likewise, the applicant observes
that, in Norway, on the completion of the concentration, Moulinex held a 55-65% share of the market in deep
friers, espresso machines and informal meals, and 70-80% of the market in mini-ovens.

255 According to the applicant, the situation was also found to be problematical in the British, Irish, Spanish,
Finnish and Norwegian markets.

256 The applicant considers that the commitments required by the Commission are not sufficient to remedy
the competition problems created by the concentration.

257 By way of comparison, the applicant observes that an equivalent market share in other segments gave rise
to the imposition of commitments by the Commission. In Portugal a commitment had been required although
SEB-Moulinex had, on the completion of the concentration, a 65-75% share of the market in mini-ovens,
informal meals and food mixers, and 40-50% of the market in coffee machines and deep friers. Furthermore,
the Commission had required commitments in market segments where the new entity held a smaller market
share.

258 In reply to a written question from the Court asking the applicant to give details of its complaints
concerning the British, Irish, Spanish, Finnish and Norwegian markets, it states as follows.

259 Regarding Spain, the applicant observes that the concentration gave SEB-Moulinex a market share
exceeding 35% or even 40% in four markets for small electrical household appliances. The Commission had
nevertheless concluded, on completing its examination, that the concentration on the Spanish market was
compatible in observing that:

- the entity would not be able to act anti-competitively in so far as it would be faced by significant
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competitors;

- any attempt at anti-competitive conduct on the relevant markets would be penalised by smaller purchases of
SEB-Moulinex products on markets other than those in electric kettles and portable ovens, where the new
entity would obtain between 85 and 95% of its turnover.

260 The applicant submits that the Commission has not shown that there are no serious doubts as to the
compatibility of the concentration with the common market, which would obviate the imposition of
commitments in that country, in so far as:

- in each of the Member States mainly examined by the contested decision (Portugal, Belgium, Netherlands,
Greece), the Commission concluded that there were serious doubts which would necessitate the imposition of
commitments and based that view on the value represented by the markets where SEB-Moulinex had an
aggregate market share of more than 40% as a proportion of the total value of all markets in the kitchen
appliance range (Portugal, Belgium, Netherlands, Greece) - therefore the Commission was able to establish that
in Belgium, for example, the six markets where SEB-Moulinex had a market share exceeding 40% on the day
before the concentration represented in aggregate 44% of the value of all of the kitchen appliance markets
concerned;

- regarding Greece in particular, the Commission required commitments from SEB in spite of the fact that the
four markets where SEB-Moulinex held an aggregate market share of over 40% represented 24% of the value
of all the kitchen appliance markets.

261 Therefore, according to the applicant, regarding Spain, the Commission could not conclude that there was
no risk of anti-competitive behaviour by SEB-Moulinex in the markets concerned without measuring exactly
the value represented by the markets where SEB-Moulinex had a market share of more than 40% in Spain in
comparison with all markets in the kitchen appliance range. However, in its examination, the Commission had
measured the share represented by only two of the markets where SEB-Moulinex had a significant position
(the markets in electric kettles and portable ovens), as a proportion of the total turnover of SEB-Moulinex in
all the kitchen appliance markets. Consequently the Commission's assessment was erroneous in so far as its
calculations had not taken account of the turnover accounted for by the markets in food mixers and informal
meals, although the share of SEB-Moulinex in those markets was 55-65% and 35-45% respectively.

262 For all those reasons, the applicant considers that the Commission was not justified in concluding, solely
on the basis of the data set out in the contested decision, that the implementation of the SEB-Moulinex
concentration raised no serious doubt as to its compatibility with the common market in Spain, and in ruling
out the imposition of commitments in that country.

263 According to the applicant, these submissions apply, mutatis mutandis, to the competition situation on the
Finnish market. The Commission had not measured the value represented by the markets where SEB-Moulinex
had an aggregate market share of more than 40% as a proportion of the total value of all markets in the
kitchen appliance range. Furthermore, the Commission had merely appraised the competition situation on the
toaster market and concluded that there was no serious risk to competition on the markets concerned in
Finland, without taking account of the existence of three other product markets where SEB-Moulinex had a
market share exceeding 40% on the day before the concentration (mini-ovens 35-45%, espresso machines
40-50%, and barbecues/grills 40-50%). In addition, the Commission had not observed (which it did in its
examination of the Greek market) that the new entity also had a strong position on the food mixer market in
Finland (30-40%).

264 With regard to Italy, the applicant observes that the same arguments can be raised against the
Commission's examination of the competition situation in that Member State. According to the applicant,
although the Commission had referred to the value represented by the electric kettle and informal meals
markets in Italy in comparison with value of the entire kitchen appliance market,
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it had failed to take account of the food mixer market where SEB-Moulinex had a market share of 40-50%.
According to the applicant, the Commission was therefore not justified in concluding that the concentration
raised no serious doubts as to compatibility with the common market in Italy.

265 Regarding the United Kingdom and Ireland, the applicant considers that the Commission did not apply to
the British market all the relative value and/or turnover criteria which it used in its examination of
competition in the other countries. The Commission thus failed to measure the extent of the risks caused by
the concentration on the British and Irish markets. It merely applied the 40% appraisal threshold, noted the
existence of one competitor holding a market share of 15-25% and the existence of a limited overlap of
business, and found on that basis that there were no risks to competition, but in no way assessed the impact
on competition of the significant combined market shares of SEB-Moulinex in the deep frier market (30-40%),
the steamer market (30-40%) and the irons market (35-45%) on the completion of the concentration.

266 The Commission denies the applicant's assertion that no commitment at all was obtained with regard to
markets with serious competition problems.

267 The Commission observes first, that, contrary to what the applicant says, it is clear from paragraph 137 of
the contested decision that SEB `perfected its commitments by extending the licence to use the trade mark to
cover all small household electrical appliances for... Norway'.

268 Secondly, regarding the Italian market, the Commission considers that the applicant cannot use the entity's
shares of the markets for food mixers, informal meals and kettles as the sole basis for concluding that
commitments were necessary. Regard should be had to all the relevant factors for determining whether the
concentration would create or strengthen a dominant position in the common market. In the food mixer
market, three significant competitors were in a position to confront the new entity. Likewise, as the decision
showed, the parties' positions in the market in informal meals and kettles in Italy had to be put into
perspective in so far as some of their competitors had large shares of several other markets in products such
as portable ovens, deep friers and espresso machines. The Commission considers that any attempt at
anti-competitive conduct on the markets in informal meals and electric kettles would be penalised by smaller
purchases of SEB and Moulinex products on the other markets.

269 Furthermore, the situation in those markets, which was particularly questioned by the applicant, was
totally different from that in Portugal in so far as in the Portuguese market the new entity held market shares
of over 40% in ten of eleven product categories. The new entity had acquired unrivalled strength in Portugal
in practically all the relevant product markets, which had not been countered by other producers or by the
distributors.

270 Finally, the applicant's argument that the Commission had ignored the competition problems in the
British, Irish, Spanish, Finnish and Norwegian markets is inadmissible under Article 44(1)(c) of the Rules of
Procedure because the argument is not accompanied by the slightest explanation or statement of reasons.

271 In reply to the Court's written questions, the Commission sets out first, its reasons for concluding that the
existence of serious doubts in Portugal, Greece, Belgium, the Netherlands, Germany, Austria, Denmark,
Sweden and Norway justified the imposition of commitments covering all the product markets in those nine
countries, and that it was not necessary to impose commitments covering Italy, Spain, the United Kingdom,
Ireland and Finland as no serious doubts were found in relation to those countries.

272 Before setting out its reasoning in four stages, the Commission notes that, in conducting its examination,
it proceeded on the basis of its past decisions and the information concerning the functioning of the market
which it obtained in the course of its investigation.
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273 Accordingly, the Commission found that two factors are essential for competition in the markets in
question: the possession of a recognised brand (paragraph 36 of the contested decision) and access to retailer
customers (see, for example, paragraph 35 of the contested decision), which are the same for all product
categories.

274 Regarding the first factor, the Commission refers to decision 98/602/EC of 15 October 1997 declaring a
concentration to be compatible with the common market and the functioning of the EEA Agreement (Case No
IV/M.938- Guinness/Grand Metropolitan) (OJ 1998 L 288, p. 24), in which it observed that `the holder of a
portfolio of dominant brands may have a number of advantages' and that, in particular, `he has a stronger
position vis-à-vis his customers because he can offer them a range of products and it represents a higher
proportion of his turnover' (paragraph 38 et seq. of the decision). Paragraph 41 of the decision explains that
`the importance of these advantages and their potential effect on the competition structure of the market
depend on several factors, namely: the fact that the holder of the portfolio has brand number one or one or
more dominant brands in a given market; the market shares of the different brands, particularly in relation to
those of competing products; the relative importance of the markets of which the parties hold shares and of
the important brands in all the product markets covered by the portfolio; the number of markets in which the
portfolio holder has a number one brand or a dominant brand'.

275 The distributors' negotiating strength is said to be the second important factor for competition in the
market in question. On this point, SEB had stated that `any attempt [by it] to increase its prices for the
different product lines... for which its theoretical market share exceeds 35% is likely to entail retaliation by
trade buyers in respect of other product lines in small electrical household appliances, such retaliation being
all the more damaging in that it would then affect two thirds of the sales of small electrical household
appliances'.

276 In arriving at the conclusion that it was unnecessary to impose commitments covering Italy, Spain, the
United Kingdom, Ireland and Finland, the Commission took account of four factors arising from identification
of the competition conditions peculiar to the concentration in question.

277 The first factor concerned ascertaining the markets where the new entity has market shares of more than
40%. The second aimed to determine whether there was a significant overlap between the parties in the
relevant product market (see paragraphs 86 to 88, 90 to 92, 95, 97, 98, 101, 102, 107, 110, 111, 113, 121 and
123 of the contested decision). The third factor consisted in determining the position of the merged entity in
relation to its competitors (see paragraphs 87, 92, 96 to 98, 101, 102, 105, 107, 110, 111, 113, 116, 119 and
123 of the contested decision). Finally, the last factor was a matter of determining the size of the relevant
product market as a proportion of the total sales of the combined entity and, correspondingly, the opportunities
for retaliation by distributors (see paragraphs 83, 97, 101, 102, 105, 110, 116, 119 and 123 of the contested
decision). The Commission explains that, when examining competition, it was found necessary to take account
of the last-mentioned factor, known as the `range effect', because the same brands and the same intermediate
customers are present in all the product markets of the same country.

278 Taking into account the different criteria mentioned above, the Commission found that the concentration
raised serious doubts as to compatibility with the common market in Portugal, the Netherlands, Belgium and
Greece in relation to all products. As regards the first factor, the Commission observed that the new entity
had market shares of over 40% for most of the products in the range (paragraphs 48, 55, 63 and 72 of the
contested decision). The Commission went on to find (paragraph 83 et seq. of the contested decision) that the
markets where the entity had shares exceeding 40% represented more than 50% of the total sales of the
combined entity. The Commission concluded that, in those conditions, the range effects added further to the
strength which the parties could have in the markets in question. That is why the Commission imposed
commitments covering all the product markets
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of those countries.

279 As the first criterion was not fulfilled in relation to the other countries, the Commission considered
whether the concentration entailed a significant overlap between the parties in the relevant product markets.
The Commission began by finding that there were no serious doubts in relation to the product markets where
the overlap was minimal because the concentration would not make a perceptible change in the competition
situation. This applied to Finland in relation to portable ovens (paragraph 87 of the decision), Germany in
relation to informal meals (paragraph 88), Finland, Norway and Sweden in relation to the market for espresso
machines (paragraph 90). In the market for informal meals and food mixers in Spain the overlaps were very
slight. In that connection the Commission took account of parties' combined position in relation to their
competitors. For example, on the food mixer market in Italy, the combined entity eliminated only the fourth
largest manufacturer in the market. In the absence of a significant overlap between the parties and taking
account of the competitors' strong position (Braun 10-20%, Philips 10-20%, De'Longhi 0-10%), the
Commission considered that the concentration raised no serious doubts in that market (paragraph 121 of the
contested decision).

280 For the same countries, the Commission then sought to determine which were the countries where the
concentration would have an impact in terms of range effect which would materially change the relative
strength of SEB-Moulinex and demand. To do this, the Commission evaluated the size of the relevant product
market or markets affected by the concentration in relation to the total sales of the combined entity in the
same country. Where the ratio between the relative strengths was small, namely less than 10%, the
Commission considered that the capacity of retailer customers for retaliation was not modified by the
concentration and was at a sufficient level to cause the range effect to operate to their advantage. In that
connection, the Commission had naturally taken account of the fact that retailer customers had at their
disposal alternative offers on the national market (see paragraphs 116, 119, 122 and 123 of the contested
decision). On the other hand, the Commission had expressed serious doubts concerning all markets where the
concentration would entail a significant change in the parties' position in relation to demand.

281 In particular, regarding the markets for electric kettles and informal meals in Italy, the Commission had
found that, in view of the small proportion of turnover represented by those product markets for the merged
entity and the fact that retailer customers could seek alternative well-known brands, the concentration could
not raise serious doubts (paragraphs 115 to 117 and 121 to 124 of the contested decision).

282 In reply to the Court's question whether the Commission's conclusion concerning Italy would have been
different if, to determine the retailers' capacity to `punish' potential anti-competitive conduct by SEB-Moulinex,
the food mixer market had been aggregated with the markets for kettles and informal meals, the Commission
observes that aggregating the three markets is quite unjustified and that, in any case, even if it had been
necessary to do so, the Commission's conclusion would have been the same.

283 With regard to Italy, the markets for kettles and informal meals each represented 0-10% of the value of
the whole `kitchen category' of small electrical household appliances. The informal meals markets represented
0-10% of the same category, and the food mixer market represented 25-35% of it. Consequently those three
product markets together represented 30-40% of the value of the whole `kitchen category' of small electrical
household appliances in Italy.

284 Because of the strength of competitors such as Braun, Philips and De'Longhi in the food mixer market,
there was no possibility, according to the Commission, of the concentration leading to the creation or
strengthening of a dominant position. Furthermore, because of weakness in the food mixer market, the
aggregation of SEB-Moulinex's share of that market with its shares of the kettles
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and informal meals markets was not justified.

285 In any case, the Commission adds that it would not have reached a different conclusion having regard to
the particular characteristics of the Italian market. There are two strong, long-standing manufacturers (see
paragraph 123 of the contested decision): Saeco, the world leader in espresso machines, holding 60-70% of
the Italian market, and De'Longhi, the leader in four product markets, namely portable ovens, deep friers,
toasters and barbecue/grills. Those four markets together represented 30-40% of the total value of the `kitchen
category' of small electrical household appliances in Italy.

286 However, the Commission adds that any deterrent effect which can be brought to bear by retailer
customers depends largely on the value represented by the product markets where SEB-Moulinex has a market
share of at least 40% as a proportion of SEB-Moulinex's total sales. Accordingly, paragraph 123 of the
contested decision states that `retailers will be able to penalise any attempted anti-competitive conduct on
those markets by reducing their purchases of SEB-Moulinex products on the other markets where the joint
entity realises 90-100% of its turnover [which] would render unprofitable any price increase by the parties'.

287 The Commission adds that account must be taken not only of the competition pressure from existing
competitors in the market in question, but also the potential pressure from manufacturers in neighbouring
markets. For example, in the Italian food mixer market, the strong presence of the existing competitors Braun,
Philips and De'Longhi, limits the strength of the new entity. Moreover, Saeco could enter that product market
at any time because of its decisive weight in the neighbouring markets.

288 Regarding the possibility, not originally contemplated by the Commission, of interference with
competition by means of a price reduction, the Commission considers that this question must be examined
from the viewpoint of practices seeking to keep other manufacturers out of the market, as the different
products affected by the concentration are `independent or substitute products' and, therefore, a temporary
price reduction could cause certain competitors to leave the market or prevent new ones from entering it,
particularly as manufacturers are aiming at the same intermediate level of demand, namely retailers, for all the
products concerned.

289 In reply to the Court's question on this point, the Commission stated that nothing had been revealed
during its investigation which suggested that the concentration in question would lead to such practices. A
company could consider taking such action only if it were able to finance long-term prices below marginal
cost, in the belief that that would lead to the elimination of competitors.

290 However, there was nothing to indicate that SEB was financially stronger than its competitors or that its
marginal costs were lower. Moreover, a competitor driven out of the market could return if prices recovered to
a level which made trading viable once again because the competitor would still have its brand, which was an
essential element for competition in the small electrical household appliances market.

291 The Commission goes on to assert that it is not certain that a reduction in prices would be sufficient to
prevent the entry of new competitors such as the applicant, which considers that its market shares could
reach...% in... with trading commencing in 2002 (paragraphs 7 and 11 of its observations to the Court dated
28 June 2002 and 25 July 2002).

292 Finally, the Commission submits that a supplier who embarks on a price-cutting policy which has the
effect of driving competitors away is influenced by the behaviour of distributors. The incentive which a
supplier could have in adopting such a policy would be reduced in so far as the shelf prices of small
electrical household appliances would be determined by the distributors, who could, if suppliers reduced their
prices, continue to charge the same retail prices and thus obtain an additional profit at the expense of their
suppliers.
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293 Consequently the Commission states that it limited its examination to the immediate and definite effects
of the concentration and took no account of the later and less certain effects in the present case, such as
exclusion practices.

294 Regarding the possibility that retailers determine the ultimate consumers' choice of the relevant products,
the Commission begins by observing that the market test showed that consumers had a clear preference for
well-known brands, even though, first, they are more expensive than unknown brands and, second, as
mentioned above, access to distribution was an essential condition for competing in the relevant markets.

295 During its investigations, the Commission was able to identify the determining characteristics of relations
between manufacturers and retailers and, thereby, the power of retailers to determine consumer choice.

296 The Commission stresses the importance of product listing policies, whereby distributors avoid competing
with each other with the same models and seek specific references so that consumers do not compare too
strictly the selling prices of different shops.

297 The Commission adds that the applicant, in its reply of 30 November 2001 to the Commission's
questions, states in paragraph 11 that `a good product with a good price/quality ratio has no chance of being
present in the market if distributors do not list it'.

298 Accordingly, retailers determined consumer choice both by their capacity to influence product listing and
to decide on selling prices and promotions of the products sold.

B - Findings of the Court

1. Admissibility

299 The applicant submits that the Commission authorised the concentration without commitments as to
markets with serious competition problems.

300 The Commission and SEB consider that this plea, as put forward by the applicant in response to the
Court's written questions and at the hearing, is inadmissible under the first subparagraph of Article 48(2) of
the Rules of Procedure, which provides that no new plea in law may be introduced in the course of
proceedings, and Article 44(1)(c), which provides that an application instituting proceedings must state the
subject-matter of the proceedings and contain a summary of the pleas in law on which the application is
based, in order to respect the rights of defence.

301 On this point it must be observed, first, that the application contains the express plea that the Commission
authorised the concentration without commitments as to markets with serious competition problems. As the
first subparagraph of Article 48(2) of the Rules of Procedure prohibits only the introduction of new pleas in
law, the objection of inadmissibility must be dismissed.

302 With regard to the Italian markets, the Commission replied to the merits of this plea in its defence,
without raising any objection as to admissibility.

303 However, in its replies to the Court's written questions, the Commission argued that, regarding Italy and,
all the more, the other countries where the Commission did not impose commitments, the applicant has not
criticized the Commission's reasoning that retailers would be able to penalise any attempt at anti-competitive
conduct.

304 Although it must be admitted that the submissions in the application were brief, in particular concerning
the British, Irish, Spanish, Finnish and Norwegian markets, regarding which the applicant merely stated that
problematic situations had also been found there, nevertheless the applicant's arguments, in its replies to the
Court's written questions asking for details of the nature of its complaints and during the hearing, cannot be
deemed a new inadmissible plea, but only as matters
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capable of supporting the plea relied upon in the application. This finding applies also to the submissions
concerning the Italian markets.

305 Second, the objection based on Article 44(1)(c) of the Rules of Procedure must also be dismissed
because, in conformity with that provision, a summary of the plea in law is given in the application.
Furthermore, the purpose of that provision is to secure respect for the rights of defence. It must be said that
the Commission was fully enabled to reply to the applicant's complaints on that point. In particular, in its
statement of defence the Commission had already set out its argument that it was unnecessary to impose
commitments in respect of the Italian markets on the ground that any attempt at anti-competitive conduct by
SEB-Moulinex would be penalised by smaller purchases of SEB-Moulinex products on the other markets in
Italy. The Commission was also asked by the Court to give written replies to a number of questions on those
complaints. Finally, at the hearing, the Commission was once again able to set out in detail the substance of
its position on this point.

306 Third, in so far as the Commission complained that the Court itself raised a new plea, because it was not
raised by the applicant, it is sufficient to observe that the plea concerning the lack of commitments in
countries with competition problems was indeed formulated by the applicant in its application. It was only in
response to the Commission's arguments in its defence that the Court found it necessary to ask a number of
written questions, by way of measures of organisation of procedure provided for by Article 64 of the Rules of
Procedure, in order to clarify the respective arguments of each of the parties. Furthermore, in that connection
it must be observed that in Case C-252/96 P Parliament v Gutiérrez de Quijano y Lloréns [1998] ECR I-7421,
paragraph 30, the Court of Justice held that from a straightforward reading of the first subparagraph of Article
48(2) of the Rules of Procedure in the context of Title 2, Chapter 1, of those Rules, which is entitled `Written
Procedure', it is clear that this is a rule which applies to the parties and not the Court of First Instance.

307 It follows that the plea concerning the lack of commitments in relation to markets with serious
competition problems is admissible, also in so far as it relates to the Spanish, British, Irish, Finnish and
Norwegian markets.

2. Substance

308 First of all, in the contested decision the Commission found that the concentration raised serious doubts
with regard to certain product markets in Portugal, Greece, Belgium, the Netherlands, Germany, Austria,
Denmark, Sweden and Norway (paragraph 128 of the contested decision). Consequently the Commission
required commitments in those countries.

309 Second, according to the contested decision, the Commission found that the geographical markets in
question are national (paragraph 30) and took the view that each of the 13 product categories is a distinct
market (paragraphs 17 to 25 of the contested decision). It follows that the competition situation must, at least
initially, be examined in relation to each market separately, both in geographical terms and in terms of
products. However, the exclusive licences for the Moulinex trade mark provided for by the commitments in
each of those nine Member States still cover all 13 product markets, although serious doubts were expressed
only in respect of one or two product markets. The Commission rightly found, in paragraph 141 of the
contested decision, that the extension of the exclusive licence commitments to all small electrical household
products and thus to products in respect of which the Commission has no serious doubts is necessary to
ensure the efficiency and viability of the remedies provided for by the commitments, because the same mark
cannot be held simultaneously on the same geographical market by two different undertakings.

310 It follows that the finding that the concentration raised serious doubts on a single product market of one
country was sufficient to require a commitment for all the product markets of the
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country in question. Accordingly, paragraphs 113, 114 and 128 of the contested decision show that
commitments were imposed in Sweden although the Commission considered that the concentration raised
serious doubts only on the deep friers market in Sweden.

311 On the other hand, regarding the markets in Italy, Spain, the United Kingdom, Ireland and Finland, the
Commission found that the concentration changes competition conditions only marginally and therefore it did
not require commitments covering those countries.

312 The applicant contends, in essence, that serious competition problems arose on certain markets in Norway,
Italy, Spain, the United Kingdom, Ireland and Finland and that, in conformity with the investigation of the
competition situation which it had carried out in the Member States affected by the commitments, the
Commission ought also to have imposed commitments concerning those markets.

313 In reply to the Court's written questions, the Commission explained that it had carried out its investigation
taking account of four factors flowing from the identification of the competition conditions peculiar to the
concentration in question, namely:

- in which markets does the new entity have market shares of more than 40%;

- is there a significant overlap between the parties on the relevant product market;

- what is the position of the merged entity in relation to its competitors;

- what is the size of the relevant product market by comparison with the total sales of the combined entity
and, correspondingly, to what extent are distributors able to apply counter pressure (`the range effect')?

314 Before considering whether this four-stage examination serves to rule out any serious doubts in respect of
each of the geographical markets for which it did not impose commitments, it is necessary to ascertain
whether the Commission actually used such an examination in the decision in order to assess the effects of
the concentration on the different markets.

(a) The four stages of the examination

- The dominance threshold of 40%

315 It is clear from the contested decision, in particular paragraphs 44, 48, 55, 56, 63, 72 and 83, that, in
conformity with the first stage mentioned by the Commission in its replies to the Court's questions, the entire
examination of the competition situation in the decision is based on the consideration that a market share of
40% was a sign of dominance. Where the combined entity SEB-Moulinex attained or exceeded the 40%
market share threshold in a product market, it had to be concluded that, subject to examination of the three
other factors, it had a dominant position and that commitments would be required. The Commission, as it
stated in its replies to the Court's questions, even found that a dominant position existed in the food mixer
market in Greece although SEB-Moulinex had a market share of only 39%. Furthermore, it appears from
paragraphs 55, 58, 62 and 128 of the contested decision, that the Commission considered that the
concentration raised serious doubts on the toaster market in Belgium although the parties only had a market
share of 20-30% and had to face competition from Philips, which had a market share of 25-35%.

- No significant overlap

316 According to the explanation given by the Commission in its reply to the Court's written questions, the
Commission then considered whether, for the markets where the new entity's market share was more than
40%, there was a significant overlap between the parties on the relevant product markets. The Commission
observed that, when it found that there was no overlap or only a minimal overlap, it ruled out serious doubts
for the relevant product market on the ground that the concentration caused no perceptible change in the
competition situation.
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317 As it stated in its reply to the Court's written questions, the absence of a significant overlap led the
Commission to rule out serious doubts for a number of product markets where the overlap was minimal [(see,
in particular, the portable ovens market in Finland (paragraph 87 of the contested decision), the informal meals
market in Germany (paragraph 88 of the contested decision), the espresso machines market in Norway and
Sweden (paragraph 90 of the contested decision)].

318 The absence of any significant overlap between the parties is, as the Commission correctly points out,
such as to rule out serious doubts even for the product markets in which the entity has a market share of
more than 40% because, in that case, the dominant position is not being created or strengthened by the
concentration, but is already in existence.

319 However, two qualifications are called for.

320 First, even where the overlap is slight, the concentration entails strengthening of the dominant position
and therefore serious doubts can be ruled out only where the overlap is really insignificant.

321 On this point, the decision merely indicates the market shares within a 10% bracket. Although it may be
true that there is no significant overlap where a market share is close to 0%, the same cannot be true where it
is close to 10% and in that case it would have to be found that a dominant position is being created or
strengthened. Consequently the decision does not enable the Court to review the legality of that decision.
Furthermore, although the Court, in its written questions, expressly requested the Commission to state the
exact market share of SEB-Moulinex in the markets for kettles and informal meals in Italy, the Commission
confined itself, in its replies, to reproducing the figures within a 10% bracket given in the decision.

322 The impossibility of carrying out an effective review of the decision follows from the findings of the
decision itself because the facts it contains are too vague. The fact that one of the parties to the concentration
had a market share of 0-10% is taken by the Commission as a basis for finding sometimes that there are no
serious doubts on the ground that there is no significant overlap, and sometimes for finding that there are such
doubts.

323 This applies, in particular, to the food mixer market in Greece, where the new entity had a combined
market share slightly below the dominance threshold (39%, see paragraph 72 of the contested decision and the
reply to the Court's questions). The Commission did not rule out serious doubts in spite of an overlap varying
between 0 and 10%, Moulinex's market share for the products in question being 30-40% and that of SEB only
0-10% (see the table annexed to the contested decision).

324 Likewise the Commission found that there were serious doubts in relation to the irons market in the
Netherlands, where the parties to the concentration had a combined market share of 40-50% with an overlap
of 0-10% for Moulinex.

325 On other product markets where the combined entity had a market share of 40-50%, the Commission also
found that the concentration raised serious doubts in spite of the fact that one of the parties held a market
share of only 0-10%. This applies, in particular, to the barbecues market in Germany (paragraph 97), where
the parties will also face major competitors, including Severin, with a market share of 25-35%, the markets
for irons and ironing stations in Belgium (paragraphs 55, 56 and 59 of the contested decision), and the
markets for deep friers, toasters and electric coffee machines in Portugal (paragraphs 48, 49 and 54 of the
contested decision).

326 On the other hand, while the absence of significant overlap is a valid reason for ruling out serious doubts
when the Commission is at first examining competition in an individual product market, there are no grounds
for taking that factor into account when carrying out a more general examination of all the product markets of
a particular country.

327 Moreover on several occasions the Commission relied on the fact that one of the parties to
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a concentration held strong positions in markets where the other party was weak, and vice-versa, to conclude
that the concentration raised serious doubts. For example, with regard to Greece, the Commission observes as
follows in paragraph 73 of the contested decision:

`The parties had very large market shares (30-40% and 20-30%) simultaneously only in the market for
sandwich and waffle makers. Therefore the effect of the concentration is to add to Moulinex's position in
espresso machines significant dominating positions in the markets for deep friers, kettles, sandwich makers and
food mixers.'

- The position of the merged entity in relation to competitors

328 The Commission states that it went on to take account of the joint position of the parties to the
concentration in relation to their competitors and so concluded that the concentration raised no serious doubts.

329 In this connection it must be observed, first, that as the dominance threshold used by the decision is 40%,
the mere finding that the combined entity would face competitors on a product market does not mean that the
concentration does not raise doubts in relation to that market. The presence of competitors is likely to modify,
or even eliminate, the combined entity's dominant position only if those competitors hold a strong position
which acts as a genuine counterweight.

330 Secondly, the markets in question are markets with a rather oligopolistic structure and several
undertakings have both an extensive product range and a pan-European presence. They are, as mentioned in
paragraph 32 of the contested decision, essentially companies such as SEB, Moulinex, Philips, Bosch, Braun
and De'Longhi. Therefore the presence in a given market of one or other of those competitors does not appear
of itself to justify the conclusion that the concentration raises no doubts in relation to that market. The same
applies to undertakings which either have a wide product range but are present only in some countries (Taurus
in Spain and Morphy in the United Kingdom), or have a limited number of products (Saeco for espresso
machines).

331 It is also clear from the contested decision that, in almost all the markets where the Commission found
that the concentration raised serious doubts, it nevertheless noted the presence of one or more of those
competitors.

332 It follows that the presence of one or other of those competitors in markets where the combined entity
held a market share of 40% or more was not, of itself, such as to rule out serious doubts and it could have
had that effect only if the competitors had sufficiently large market shares to constitute a genuine
counterweight to the position of SEB-Moulinex and thus eliminate those doubts.

333 On this point the Commission also found that there were serious doubts in relation to several markets
where the competitors of the parties to the concentration held significant market shares.

334 Accordingly in the deep friers market in Greece, the Commission did not rule out serious doubts as to the
compatibility of the concentration although the main competitor of the parties to the concentration, De'Longhi,
held a market share of 35-45%, which was not only a very large share, but even equal to that of
SEB-Moulinex (paragraph 72 of the contested decision).

335 Likewise the Commission found that there were serious doubts in relation to the market for irons and
ironing stations in the Netherlands although SEB-Moulinex, which held a market share of 40-50% (paragraph
63 of the contested decision) was faced with competition from Philips with a share of 35-45% (paragraph 67).

336 The Commission also refused to rule out serious doubts in spite of the presence of competitors with large
shares of the markets for kettles and irons in Belgium. In the former market, the new entity held a share of
35-45% (paragraph 55 of the contested decision), and the main competitor, Braun, had 20-30% (paragraph 58).
In the latter, the new entity's share was 40-50% (paragraph 55)

© An extract from a JUSTIS database



62002A0114 European Court reports 2003 Page II-01279 47

and the main competitor, Philips, held 25-35% (paragraph 59).

337 Finally, in the toasters market in Belgium, where the main competitor, Philips, held a 25-35% share
(paragraph 58 of the contested decision), the Commission did not rule out serious doubts concerning the
compatibility of the concentration although the new entity itself held a market share of only 20-30%
(paragraph 55), namely a share not only considerably below the dominance threshold fixed by the
Commission, but also less than that of its main competitor.

338 It follows that, according to the Commission's analysis in the contested decision, the presence of
competitors, even where they held quite substantial market shares, was not considered in principle to rule out
a finding that the concentration raised serious doubts.

- The range effect

339 First of all, it must be observed that each product market constitutes a distinct market. It follows that the
competition conditions in each product market in each Member State must, in principle, be appraised
independently of the conditions in each or all of the other markets. With regard to the nine Member States
covered by the commitments, although the Commission sometimes fleshed out its assessment with observations
concerning the global situation in all the product markets of a given geographical market, it always began by
finding serious doubts as to certain product markets by appraising each product market separately.

340 Accordingly, in the case of Portugal, Greece, the Netherlands and Belgium, the Commission, after finding
serious doubts as to a number of product markets, added that, in view of the combination of significant
positions of dominance, the parties to the concentration would be able to extend their strong market position
to all the other product markets (paragraphs 54, 62, 71 and 82 of the contested decision).

341 According to paragraph 83 of the contested decision, the risk of creating market power over the entire
product range can be ruled out where the product markets in which the combined entity has a market share
exceeding 40% do not represent more than 35% of the parties' aggregate turnover. However, this distinction
between countries where the combined entity would be able to extend its market power to all the product
markets and those countries where the concentration raises serious doubts in relation to only some product
markets, or even only one (as in the case of Sweden), appears in actual fact to be irrelevant because, as stated
above, the same commitments were required in both cases.

342 It is, however, not an absolute rule that different product markets constitute distinct markets and it may
be found necessary to modify the assessment of a particular product market in the light of the competition
situation in all other product markets of the Member State concerned.

343 In the present case there was all the more justification for taking the overall competition situation into
account because it is common ground that the brand is the most important competition factor in the markets
concerned and the reputation of the brand is to the advantage of all the products carrying it. Likewise, in
order to assess an undertaking's competition position, the Commission may have to take into account its
portfolio of brands or the fact that it has large market shares in numerous product markets (`the portfolio
effect').

344 In the present case the Commission took the portfolio effect into account. Throughout the contested
decision, except in the discussion concerning the countries not covered by the commitments, the Commission
pointed out that the strength of the combined entity was accentuated by a unique portfolio of brands (whereas
its competitors had only a single brand), by a strong presence on numerous markets and by the juxtaposition
of the respective positions of SEB and Moulinex.

345 Accordingly, paragraph 52 of the contested decision reads as follows: `in view of the importance,
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discussed above, of brands in this type of market, the weight of the parties in almost all the markets in
question and the new entity's product range and brand portfolio, it is unlikely that competitors will be able to
challenge the parties' positions and bring to bear sufficient competition pressure on the new entity'.

346 It must be observed that the portfolio effect operates not only in relation to consumers and competitors,
but also, and above all, retailers. The Commission explains, in paragraph 53 of the contested decision, that
`the same applies to retailers who, in spite of their theoretical negotiating strength (using the threat of
de-listing, for example), will not be able to discipline the parties' conduct in response to a price rise'; that `the
brand portfolio and the uniformly strong presence of the new entity in all the relevant product markets will be
such that the new entity will be able to deter retailers from resisting a price rise, for example, by the threat of
de-listing brands of the new entity'; that `the combined entity could, for example, offer combined discounts or
as a threshold' and that `likewise, the predominant position of the SEB and Moulinex brands will make it
difficult for a retailer to dispense with them on its shelves'. These observations, which arose in the
examination of Portuguese markets, are also reproduced in connection with the markets in Belgium
(paragraphs 60 and 61 of the contested decision), the Netherlands (paragraphs 69 and 70) and Greece
(paragraphs 80 and 81). Furthermore, as the Commission was led to conclude, because of the portfolio effect,
that the new entity SEB-Moulinex would be able to extend its market power to all the product markets of
those four countries, even though it had market shares below the 40% threshold, the portfolio effect is all the
more likely to confirm that the concentration raises serious doubts in respect of markets where the new entity
has shares exceeding 40%.

347 In its past decisions, the Commission had already pointed out the need to take the portfolio effect into
account to determine the true market strength of an undertaking. For example, in the Guinness/Grand
Metropolitan decision cited above, the Commission had explained that the holder of a portfolio of dominant
brands may have a number of advantages and that, in particular, he has a stronger position vis-à-vis his
customers because he can offer them a range of products which represents a higher proportion of their
turnover.

348 In its observations addressed to the Commission (Annex 2 to the letter of 3 December 2001), De'Longhi
drew the Commission's attention to the risks arising from the concentration, within the same industrial group,
of all the main brands and a complete range of products. It stated as follows:

`The aspect which causes most concern to De'Longhi is the relationship which will exist, after the
concentration, between SEB-Moulinex and the major distributors, taking into account the increased negotiating
strength which the buyer will have in markets where it will hold a dominant position. That strength will be all
the greater thanks to the complete range of products and brands which it will have as a result of the
concentration... There is no doubt that SEB-Moulinex will considerably extend its portfolio of products in such
way that it will be able, in some cases, to provide a complete range, which will create detrimental effects,
particularly with regard to distribution channels'.

349 In its replies to the Court's written questions, the Commission stated that the presence of the same brands
and the same intermediate customers in all the product markets of one and the same country necessarily
entailed taking account of range effects when examining competition. According to the Commission, where the
concentration helps to give the parties strong positions in product markets which in total represent a marginal
part of their turnover, the entity resulting from the concentration will not be induced to make use of its
strength in those markets because the retaliation which it must expect in other product markets, where it does
not have a position of strength, represents lost profits considerably greater than the gains which it could
expect in the markets where it has a strong position. Where the sales of the combined entity in the dominated
markets represented
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less than 10% of the entity's total sales in the same country, the Commission stated, in its pleadings before
the Court and in the course of the hearing, that it considered that the retailers' capacity for retaliation was not
affected by the concentration and was at a sufficient level to cause the range effect to operate in their favour.
By that the Commission means that any attempt at anti-competitive conduct by SEB-Moulinex on the markets
where the combined entity holds a dominant position would be penalised by smaller purchases by retailers of
SEB and Moulinex products on the other markets.

350 According to the Commission, the range effect rules out serious doubts only if the turnover of the parties
to the concentration in the dominated product markets represents only a marginal portion of their total
turnover in the same country. The Commission fixed at a maximum of 10% the marginal portion of turnover
in the dominated markets above which the range effect can no longer operate. The 10% figure is not disputed.
Accordingly in paragraph 123 of the contested decision the Commission explained that any attempt at
anti-competitive conduct in the kettles and informal meals markets in Italy, where the parties hold combined
market shares of 65-75% and 40-50% respectively, would be penalised by smaller purchases of SEB and
Moulinex products on the other markets in Italy where the combined entity obtains 90-100% of its turnover,
which means that the dominated markets account for only 0-10% of their turnover. Regarding Spain and
Finland, the Commission found, in paragraphs 116 and 119 of the contested decision respectively, that the
entity obtained 85-95% of its turnover in the non-dominated markets, which means that the dominated markets
account for 5-15% of their turnover, or slightly more than 10%. However, in its replies to the Court's written
questions, the Commission expressly confirmed that where the ratio between sales on the dominated markets
and total sales in the same country was low, namely less than 10%, it considered that retailers could use their
capacity for retaliation. At the hearing the Commission once again confirmed the maximum limit of 10% up
to which, in its opinion, the range effect could operate.

351 The abovementioned 10% of turnover which permits the range effect to operate must not be confused
with the portion under 35% mentioned in paragraph 83 of the contested decision, which relates to the different
question of the level above which the portion of turnover obtained on the dominated markets is of such an
amount that the parties would be able to extend their market power to all the other markets of the country
concerned. In paragraph 83, the Commission found that, where the relative shares of the parties' combined
turnover on the dominated markets was below 35%, it was possible to rule out serious doubts as to the
creation of a market power over the entire product range for those countries and therefore all that remained
was to examine individual product markets. Apart from the fact that, as mentioned above, this question does
not appear to be relevant in the present case, because the same commitments were imposed independently,
whether the parties have market power in a single product market or in all the product markets of the country
concerned, it must not be confused with the question whether retailers are able to penalise the parties to the
concentration if they attempt to abuse their dominant position on certain markets. Whereas the 35% figure is
the limit above which the Commission considered that there was a risk of extending the dominant position to
all the product markets of a country, the 10% figure is the limit below which the parties' dominance on a
product market is, according to the Commission, jeopardised by the possibility of retaliation by retailers.

352 The range effect, as applied by the Commission in the present case, calls for the following observations.

353 To begin with, as the Commission considered that each product market constitutes a distinct market, the
competition situation must in principle be examined market by market. Therefore although, as indicated above,
it may be necessary to refine the examination of competition in one product market by means of data relating
to other product markets or even other countries, the fact remains that the principle is that each market is to
be assessed independently and any exception to or modification of that principle must be based on specific
and consistent evidence showing the existence of such
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interactions.

354 First, whereas the concept of portfolio effect aims to assess the true competition situation of an entity
resulting from the concentration and, as the case may be, to conclude that it has a dominant position in spite
of a market share which does not in itself give rise to a dominant position, by taking into account not only
the aggregate market shares of the parties, but also the additional market strength arising from the fact that the
new entity owns a large number of brands and is present in numerous markets, the range effect as used by
the Commission to justify the absence of serious doubts in the countries not covered by the commitments
seeks, on the contrary, to put into perspective the strength of the entity resulting from the concentration and
thus to rule out a finding of a dominant position to which the aggregation of market shares leads.

355 It is common ground that the two parties to the concentration each had strong positions in numerous
markets and owned several well-known brands. In addition to resulting in the aggregation of market shares,
the concentration had the effect of enlarging the brand portfolio and the number of markets where SEB and
Moulinex were present, thus enhancing their market power, particularly in relation to retailers. The
Commission observed in several passages of the contested decision that the strong positions they already held
before the concentration in numerous product markets were strengthened further by the contribution of market
shares and brands in several other markets (paragraphs 46, 47, 50 to 52, 56, 60, 69, 73, et seq.).

356 Second, the Commission has not established to the requisite legal standard the allegation that any attempt
at anti-competitive conduct in the dominated markets would be penalised by smaller purchases of
SEB-Moulinex products in the other markets.

357 As De'Longhi contended at the hearing, the situation envisaged by the Commission of a conflict between
SEB-Moulinex and the retailers is no more plausible than that of an agreement between them to maximise
their respective interests.

358 Moreover, the Commission has not even shown how its underlying assumption, namely a price increase
by SEB-Moulinex, necessarily affects the retailers' interests and thereby induces them to penalise
SEB-Moulinex.

359 When questioned by the Court on the economic principles underlying the `range effect' factor, the
Commission admitted that it had no economic study available to it on the subject. Apart from a reference to
the Guinness/Grand Metropolitan decision which, as stated above, applies the very different concept of the
portfolio effect, the Commission in reality merely pointed out that this argument had been put forward by the
parties to the concentration in their notification.

360 In addition, the Commission considered only the possibility of a price rise by SEB-Moulinex. However,
the latter is capable of other types of anti-competitive behaviour. In particular, the concentration will enable
SEB-Moulinex to make economies of scale and implement various rationalisation measures, thus generating a
reduction in costs of which it could take advantage to reduce prices or allow retailers a bigger margin in order
to increase its market share. Likewise SEB-Moulinex could induce retailers to de-list its competitors.

361 Moreover, the assertion that retailers can penalise SEB-Moulinex in the event of a price rise is based on
the unproven assumption that the retailers determine the choice of ultimate consumers. As the retailers'
function is to resell to consumers the products which they buy, the possibility of their penalising
SEB-Moulinex by reducing their purchases of SEB-Moulinex products in other markets must be qualified,
particularly as the brand is the primary factor of choice in competition in the markets in question.

362 Third, the range effect as defined by the Commission, in so far as it consists in the assumption
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that retailers will be able to penalise any anti-competitive conduct by the new entity, amounts rather to saying
that retailers will be able to prevent SEB-Moulinex from abusing its position, than to proving that the
combined entity will not have a dominant position. Regulation No 4064/89 aims to prohibit the creation or
strengthening of a dominant position, not the abuse of one.

363 It follows that the Commission has not established to the requisite legal standard the correctness of its
theory of the range effect, which it has used to justify the absence of serious doubts in countries not covered
by the commitments.

364 However, even assuming that the Commission was able to use the theory as a basis for finding that there
were no serious doubts in certain markets notwithstanding the entity's strong position in those markets, on the
ground that they represented only a small proportion of all the markets concerned, account ought to have been
taken in any case of all the markets where the parties held a dominant position, in particular those where
SEB-Moulinex had a market share exceeding 40% but in relation to which the Commission ruled out serious
doubts on the ground that there was no significant overlap in the parties' market shares.

365 Even if the concentration does not create or perceptibly strengthen the dominant position held by one of
the parties before the concentration, the new entity nevertheless has a dominant position in those markets. The
absence of overlap does not dispose of the dominant position. Therefore it cannot be concluded that a retailer
will be able to penalise the entity created by the merger of two undertakings, each with a monopoly over one
half of the relevant markets.

(b) The countries not covered by the commitments

366 It is now necessary to consider whether, in the light of the foregoing observations, the Commission's
reasons are capable of justifying its finding that the concentration did not raise serious doubts regarding the
relevant product markets in Italy, Spain, Finland, the United Kingdom and Ireland or whether, as the applicant
contends, the Commission should not have approved the concentration without imposing commitments in
relation to those geographical markets.

367 As stated in paragraph 315 above, the existence, in a distinct geographical market, of a single relevant
product market in which the concentration raised serious doubts was sufficient, according to the contested
decision, to entail the automatic imposition of commitments in relation to all the relevant product markets in
that geographical market.

- Norway

368 The applicant's complaint is based on a misunderstanding of the contested decision because that decision
concludes precisely that there are serious doubts on certain product markets concerned in Norway and
therefore provides that the commitments are to cover Norway also (paragraph 137 of the contested decision).

369 On this point, therefore, the plea is manifestly unfounded in fact and must be dismissed.

- Spain

370 According to paragraph 115 of the contested decision, the combined market shares of the parties to the
concentration in Spain are 40-50% (SEB 5 to 15%) for kettles and 75-85% (SEB 0 to 10%) for portable
ovens.

371 However, in paragraph 116 of the contested decision, the Commission concluded that these very strong
positions would not enable the new entity to engage in anti-competitive conduct. That conclusion is based
solely on the ground that, `as competitors such as De'Longhi, Taurus, Bosch and Philips have significant
positions in numerous product markets, including the two relevant product markets... the retailers have
alternative trade marks with a strong reputation which are used for the entire
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range of small electrical household appliances in place of those of the parties', so that `any attempt at
anti-competitive conduct on those markets would therefore be penalised by reduced purchases of SEB and
Moulinex products on the other markets where the merged entity achieves 85-95% of its turnover'.

372 It follows that, in this geographical market, the Commission ruled out any serious doubts on the basis of
two factors, namely the position of the merged entity in relation to its competitors and, secondly, the range
effect.

373 First, regarding the position of the merged entity in relation to its competitors, contrary to the
Commission's assertion, on the kettles market many competitors, such as De'Longhi, Taurus, Bosch and
Philips, cannot have significant positions because SEB-Moulinex has market shares of 75-85%. Consequently
the competitive pressure on SEB-Moulinex arises from either only one competitor with a market share of 20%
at the most, which is almost one quarter of that of the parties to the concentration, or from several
competitors whose market shares must be very small and, in any case, of minimal significance in comparison
with those of the parties. Therefore in no product market, not even in the countries covered by the
commitments, does the new entity have a position as strong as its position in the portable ovens market in
Spain.

374 In the present case, therefore, the Commission has not shown any particular reason why, in spite of the
parties having market shares of 40-50% (SEB 5-15%) for kettles and 75-85% (SEB 0-10%) for portable
ovens, the concentration did not give rise to serious doubts.

375 Secondly, for the reasons given in paragraphs 364 and 365 above, the range effect did not justify ruling
out serious doubts.

376 In any case, even if it is accepted, as the Commission argues in paragraph 116 of the contested decision
and in its replies to the Court's written questions, that the range effect justified ruling out serious doubts
where, in a given geographical market, the turnover of SEB-Moulinex on the relevant product markets where
the combined entity had a market share above 40% was below 10% of its total turnover on all the relevant
product markets in that geographical market, the Commission did not show, either in the contested decision or
before the Court, that that was the case in Spain.

377 Admittedly, it is clear from paragraph 116 of the contested decision that the kettles and portable ovens
markets in Spain accounted for not more than 5-15% of the combined entity's total turnover on all the
relevant product markets in Spain. However, according to paragraphs 88 and 92 of the contested decision, the
new entity also had a share of more than 40% of the informal meals and food mixers markets. Table no. 2,
compiled by the Commission in reply to the Court's questions, shows that the markets where SEB-Moulinex
had a share above 40%, including the informal meals and food mixers markets, accounted for 25-35% of their
total sales in Spain. Consequently, for the reasons given in paragraphs 364 and 365 above, the Commission
ought to have taken account of those markets to assess the possibility of penalisation by retailers.

378 Furthermore, SEB-Moulinex has a market share exceeding 40% in no less than four relevant product
markets in Spain. In paragraph 43 of the contested decision, the Commission stated that the concentration's
effects on competition could be listed in four categories, namely France, where the concentration had been
referred to the national authorities, the countries where the concentration would change competition conditions
only marginally, the countries where it raised serious doubts in only some product markets and, finally, the
four countries (Portugal, Greece, Belgium and the Netherlands) where it led to a combination of market shares
at sometimes high levels in respect of many of the product categories in question, so that the parties would be
able to extend their market power to all the other relevant markets. However, SEB-Moulinex has a market
share exceeding 40% in no less than four product markets in Spain, that is to say, as many product markets
as in
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Greece, which however is one of the countries in respect of which the Commission considered that the
concentration raised serious doubts in a large number of markets.

379 Finally, as De'Longhi and the applicant correctly observed at the hearing, the Commission refrained from
examining the portfolio effect induced by the concentration and, in particular, the fact that the concentration
enabled the strong positions of SEB on the kettle, informal meals and iron markets to build onto those of
Moulinex on the toaster, coffee machine, portable oven and food mixer markets. Likewise, the contested
decision does not explain why the fact that the new entity will hold, because of the concentration, an array of
four brands is not such as to strengthen its market power whereas the Commission took care on numerous
occasions to point out, with regard to the geographical markets covered by the commitments, that
SEB-Moulinex has two brands whereas its competitors have only one.

380 It follows that the factors found in paragraphs 115 and 116 of the contested decision did not justify the
Commission in ruling out serious doubts as to the kettle and portable oven markets in Spain.

- Finland

381 According to paragraph 118 of the contested decision, the combined market share of the parties to the
concentration is 45-55% of the Finnish toaster market. Although this is above the 40% threshold, the
Commission considered that the concentration raised no serious doubts in that country because, in view of the
presence of competitors such as Philips and Bosch, any attempt at anti-competitive conduct on that market
would be likely to be penalized by smaller purchases of SEB-Moulinex products on the other markets where
the combined entity achieves 85-95% of its turnover.

382 It follows that, in that geographical market, it is only by applying the range effect that the Commission
found that the concentration raised no serious doubts in respect of the toaster market in Finland. However, for
the reasons given in paragraphs 364 and 365 above, the range effect did not justify ruling out serious doubts.

383 In any case, even if it is accepted, as the Commission argues in paragraph 119 of the contested decision
and in its replies to the Court's written questions, that the range effect justified ruling out serious doubts
where, in a given geographical market, the turnover of SEB-Moulinex on the relevant product markets where
the combined entity had a market share above 40% was below 10% of its total turnover on all the relevant
product markets in that geographical market, the Commission did not show, either in the contested decision or
before the Court, that that was the case in Finland.

384 Although, according to paragraph 119 of the contested decision, the toaster market accounted for only
5-15% of the new entity's turnover on all the relevant product markets in Finland, it nevertheless also had a
share of over 40% in the Finnish markets for espresso machines (40-50%), portable ovens (35-45%) and
barbecues (40-50%) (paragraphs 87, 90 and 91 of the contested decision). Table no. 2, compiled by the
Commission in reply to the Court's questions, shows that the markets where SEB-Moulinex had a share above
40%, including the espresso machine, portable oven and barbecue markets, accounted for 10-20% of their total
sales in Finland. Consequently, for the reasons given in paragraphs 364 and 365 above, the Commission ought
to have taken account of those markets to assess the possibility of penalisation by retailers.

385 Moreover, SEB-Moulinex has a market share exceeding 40% in no less than four relevant product
markets in Finland, that is to say, as many product markets as in Greece, which is one of the countries in
respect of which the Commission considered that the concentration raised serious doubts in a large number of
markets.

386 Finally, as De'Longhi and the applicant correctly observed at the hearing, the Commission
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refrained from examining the portfolio effect induced by the concentration and, in particular, the fact that the
concentration enabled the strong positions of SEB on the barbecue and toaster markets to build onto those of
Moulinex on the toaster, coffee machine, espresso machine, portable oven and food mixer markets. Likewise,
the decision does not explain why the fact that the new entity will hold, because of the concentration, an
array of four brands is not such as to strengthen its market position, whereas the Commission took care on
numerous occasions to point out, with regard to the geographical markets covered by the commitments, that
SEB-Moulinex has two brands whereas its competitors have only one.

387 It follows that the factors specified in paragraphs 87, 90, 91 and 118 to 120 of the contested decision did
not justify the Commission in ruling out serious doubts in respect of the portable oven, espresso machine,
barbecue and toaster markets in Finland.

- Italy

388 According to paragraphs 121 to 124 of the contested decision, in Italy the new entity will have a market
share exceeding 40% in three product markets, namely food mixers, informal meals and kettles.

389 With regard to, first, the food mixer market, the Commission found, in paragraph 121 of the contested
decision, that the parties' combined market shares were 40-50% (SEB 0-10%), that there would be competition
from Braun (10-20%), Philips (0-10%) and De'Longhi (0-10%) and concluded that the concentration would
have little impact on competition in eliminating the fourth largest undertaking from the market.

390 It follows that only one of the factors referred to by the Commission led it to rule out serious doubts in
Italy, namely, the merged entity's market position in relation to competitors.

391 However, for the reasons given in paragraph 329 above, unless it is shown that those competitors held
such a strong position as to create a genuine counterweight to SEB-Moulinex, the fact that the latter was
confronted by three competitors was in itself irrelevant in a market where the leader had a market share of
40-50%.

392 In the present case, two of the three competitors mentioned in the food mixer market, namely Philips and
De'Longhi, held only marginal positions of 0-10%. The third, Braun, had a more representative market share
of 10-20%, but this was between one quarter and one half of the share of the new entity. In contrast,
regarding the new entity's position in Portugal, the Commission found, in paragraph 51 of the contested
decision, that serious doubts were raised by the fact that the parties to the concentration were market leaders
with shares at least twice the size of that of their nearest competitor.

393 Likewise, the assertion that the concentration would have little effect on competition in eliminating the
fourth largest undertaking from the market does not appear convincing. In actual fact, SEB had only a small
market share (0-10%), like two of Moulinex's other competitors, Philips and De'Longhi. Only Braun had a
larger, although modest, market share. Therefore the elimination of the fourth competitor does not have
substantially different effects from those which would have resulted from the elimination of the second or
third competitor.

394 Therefore the factor specified in paragraph 121 of the contested decision did not justify the Commission
in ruling out serious doubts in relation to the food mixer market in Italy.

395 Secondly, regarding the informal meals market, in paragraph 122 of the contested decision the
Commission found that the combined share of the parties to the concentration was 40-50% (Moulinex 0-10%),
while Philips, the only competitor identified by the parties, had 0-10%. With regard to the kettle market, in
the same paragraph the Commission found that the combined share of the parties to the concentration was
65-75% (Moulinex 15-25%), while De'Longhi, Philips and Braun all had
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0-10%. However, in paragraph 123 of the contested decision, the Commission found that, as the kettle and
informal meals markets each represented only 0-5% of the value of the whole `kitchen' range of small
electrical household appliances, retailers would be able to penalise any attempted anti-competitive conduct on
those markets by reducing their purchases of SEB-Moulinex products on the other markets where the joint
entity realised 90-100% of its turnover. According to the Commission, that possibility would render
unprofitable any price increase by the parties on the two relevant markets. Consequently, the Commission
concluded that the concentration raised no serious doubts in relation to those markets.

396 It follows that, on that market, the Commission ruled out serious doubts solely on the basis of the range
effect. It is true that, in paragraph 122 of the contested decision, the Commission mentioned the position of
the merged entity in relation to its competitors. However, that consideration did not lead the Commission to
rule out serious doubts in respect of the markets concerned. Moreover, the Commission was not justified in
relying on that factor. Regarding the informal meals market, in contrast to the food mixers market, the
Commission identified only one competitor, not three. Furthermore, on the basis of the figures in the contested
decision, the possibility cannot be ruled out that the concentration brings together the two leading undertakings
in the market because Moulinex and Philips both had a share of 0-10%. Regarding the kettles market, the
factors mentioned in the contested decision do not appear to justify the absence of serious doubts in so far as,
although there are three competitors, the concentration brings together the two leading undertakings in the
market, which will have a market share of 65-75%, namely almost three quarters of the market.

397 With regard to the range effect, the reasons why it prevented the Commission from ruling out serious
doubts are given in paragraphs 364 and 365 above. In that connection the fact, emphasised by the
Commission, that in Italy De'Longhi was the leader in four other relevant product markets and that Saeco held
60-70% of the espresso machine market is irrelevant. By definition, the fact that SEB-Moulinex did not have
a market share exceeding 40% outside the food mixer, informal meals and kettle markets must mean that other
manufacturers were likely to have strong positions in those markets.

398 In any case, even if it is accepted, as the Commission argues in paragraph 123 of the contested decision
and in its replies to the Court's written questions, that the range effect justified ruling out serious doubts
where, in a given geographical market, the turnover of SEB-Moulinex on the relevant product markets where
the combined entity had a market share above 40% was below 10% of its total turnover on all the relevant
product markets in that geographical market, the Commission did not show, either in the contested decision or
before the Court, that that was the case in Italy.

399 Admittedly, it is clear from paragraph 123 of the contested decision that the informal meals and kettles
markets in Italy accounted for not more than 0-10% of the combined entity's total turnover on all the relevant
product markets in Italy. However, according to paragraph 121 of the contested decision, the new entity also
had a share of more than 40% of the food mixer market. Table no. 2, compiled by the Commission in reply
to the Court's questions, shows that the markets where SEB-Moulinex had a share above 40%, including the
food mixer market, accounted for 25-35% (and even 30-40%, according to the Commission's reply to the
Court's written question) of their total sales in Italy. Apart from the fact that, for the reasons given above, the
Commission could not rule out serious doubts on that product market solely on the basis of the criterion
referred to in paragraph 121 of the contested decision, it ought to have taken account of that market, as stated
above, to assess the possibility of penalisation by retailers because the new entity had a share of that market
exceeding 40%.

400 Finally, as De'Longhi and the applicant correctly observed at the hearing, the Commission refrained from
examining the portfolio effect induced by the concentration and, in particular, the fact that the concentration
enabled the strong positions of SEB on the kettles, informal meals,
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barbecues and irons markets to build onto those of Moulinex on the coffee machines, kettles, steamers and
food mixer markets. Likewise, the decision does not explain why the fact that the new entity will hold,
because of the concentration, an array of four brands is not such as to strengthen its market power whereas
the Commission took care on numerous occasions to point out, with regard to the geographical markets
covered by the commitments, that SEB-Moulinex has two brands whereas its competitors have only one.

401 For those reasons it must be concluded that the factor referred to in paragraph 123 of the contested
decision did not justify the Commission in ruling out serious doubts in relation to the informal meals and
kettles markets in Italy.

402 Therefore the plea is well founded so far as Italy is concerned.

- United Kingdom and Ireland

403 In paragraphs 125 and 126 of the contested decision the Commission states that the parties to the
concentration have a combined market share of 35-45% of the irons and ironing stations market in the United
Kingdom and Ireland. Table No. 2, supplied by the Commission, shows that the said market share exceeds
40%. However, in the contested decision, the Commission concluded that the concentration raised no serious
doubts in the United Kingdom and Ireland because, first, it changed only `marginally the competition
conditions with a small addition of market share' (additional 0-5%) and, second, `the parties to the
concentration will be faced by Philips in particular (market share 15-25%)'.

404 It follows that, in that geographical market, the Commission ruled out serious doubts by reason of two
factors, namely, first, the absence of significant overlap and, second, the merged entity's position in relation to
its competitors.

405 Regarding first, the absence of significant overlap, because the figures are vague the Court cannot verify
whether this factor justified ruling out serious doubts. However, although the additional market share is small,
it is nevertheless sufficient to result in a market share exceeding the dominance threshold of 40% used in the
decision.

406 Secondly, as to the merged entity's position in relation to its competitors, Philips is one of four
manufacturers named in paragraph 32 of the contested decision as having both a broad range of products in
the small electrical household appliances sector and a pan-European presence, and therefore its presence in the
market in question is not of particular significance. Similarly, as stated above, it is inconceivable that a
producer with a market share of approximately 40% would not have competitors.

407 In addition, although the Commission stressed the small additional market share for irons and ironing
stations, it did not, as the applicant correctly points out, examine the impact on competition of the significant
combined shares of SEB-Moulinex in numerous other markets, in particular the deep friers market (where
SEB's share rises from 15-25% to 30-40%), the steamers market (where SEB's share rises from 25-35% to
35-40%), the informal meals market (where SEB's share rises from 15-25% to 25-35%) and the espresso
machines market (where SEB's share rises from 0-10% to 20-30%). Although the new entity does not attain
the dominance threshold in any of these markets, which therefore do not give rise to serious doubts, this
significant strength in several markets is capable, having regard to the portfolio effect described above, of
reinforcing the dominance which the entity already has on the irons and ironing stations market.

408 Finally, as the applicant correctly observes, the Commission did not apply to the relevant geographical
market the relative turnover criterion which it used in its examination of the competition situation in the other
geographical markets at the stage of applying the range effect. Whereas
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the Commission (wrongly) ruled out serious doubts in relation to the relevant product markets in Italy, Spain
and Finland, on the ground that those markets where SEB-Moulinex held a dominant position accounted for
less than 10% of their total turnover in all the product markets concerned in those geographical markets, the
Commission drew no conclusion from the fact that the irons and ironing stations market accounted for 35-40%
of their total turnover in the relevant product markets in the United Kingdom and Ireland.

409 Finally, as De'Longhi and the applicant correctly observed at the hearing, the Commission refrained from
examining the portfolio effect induced by the concentration and, in particular, the fact that the concentration
enabled the strong positions of SEB on the deep frier, portable oven, informal meals, steamer and irons
markets to be built onto those of Moulinex on the deep frier, espresso machine and food mixer markets.
Likewise, the contested decision does not explain why the fact that the new entity will own, because of the
concentration, an array of five brands is not such as to strengthen its market power whereas the Commission
took care on numerous occasions to point out, with regard to the geographical markets covered by the
commitments, that SEB-Moulinex has two brands whereas its competitors have only one.

410 For those reasons, it must be concluded that the factors set out in paragraphs 125 and 126 of the
contested decision did not justify the Commission in ruling out serious doubts as to the irons and ironing
stations market in the United Kingdom and Ireland.

(c) Conclusion

411 Therefore the contested decision must be annulled in relation to the markets in Italy, Spain, Finland, the
United Kingdom and Ireland.

The plea that the commitments bring about a sharing of the market for the Moulinex trade mark

A - Arguments of the parties

412 At the hearing De'Longhi claimed, for the first time, that the commitments accepted in the contested
decision result in a sharing of the market with regard to the Moulinex trade mark. The market sharing is said
to be strengthened by the last subparagraph of Section 1(c) of the commitments, which prohibits licensees
from exporting products which they market under the Moulinex trade mark in the territories of the other
licensees and in those of SEB.

413 According to De'Longhi, such market sharing is not covered by Commission Regulation (EC) No 240/96
of 31 January 1996 on the application of Article 85(3) of the Treaty to certain categories of technology
transfer agreements (OJ 1996 L 31, p. 2) and consequently it is prohibited by Article 81(1).

414 As De'Longhi drew the Commission's attention to this problem in the course of the administrative
procedure, it considers that the Commission ought to have ascertained whether the commitments gave rise to
doubts in that connection.

415 The Commission, supported by France and SEB, contends that De'Longhi's submissions should be
dismissed.

B - Findings of the Court

416 In contending that the commitments result in sharing of the market with regard to the Moulinex trade
mark, De'Longhi is raising a plea which was not raised by the applicant.

417 Whilst the third paragraph of Article 40 of the EC Statute of the Court of Justice and Article 116(3) of
the Rules of Procedure do not preclude the intervener from advancing arguments which are new or which
differ from those of the party he supports, lest his intervention be limited to restating the arguments advanced
in the application, it cannot be held that those provisions permit
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him to alter or distort the context of the dispute defined in the application by raising new pleas in law (see, to
that effect, Case 30/59 De Gezamenlijke Steenkolenmijnen in Limburg v High Authority [1961] ECR 1, 37;
Case C-313/90 CIRFS and Others v Commission [1993] ECR I-1125, paragraph 22; Case C-245/92 P Chemie
Linz v Commission [1999] ECR I-4643, paragraph 32; Case T-459/93 Siemens v Commission [1995] ECR
II-1675, paragraph 21; Joined Cases T-371/94 and T-394/94 British Airways and Others v Commission [1998]
ECR II-2405, paragraph 75; Joined Cases T-125/96 and T-152/96 Boehringer v Council and Commission
[1999] ECR II-3427, paragraph 183, and Case T-395/94 Atlantic Container Line and Others v Commission
[2002] ECR II-875, paragraph 382).

418 Therefore, since an intervener must, under Article 116(3) of the Rules of Procedure, accept the case as he
finds it at the time of his intervention and since, under the fourth paragraph of Article 40 of the EC Statute of
the Court of Justice, the submissions made in an application to intervene are to be limited to supporting the
submissions of one of the main parties, De'Longhi, as an intervener, does not have standing to raise the
present plea alleging that the commitments lead to market sharing. Consequently, the present plea raised by
De'Longhi must be dismissed as inadmissible.

419 In any event, even if it were admissible (quod non), the plea raised by De'Longhi would be unfounded.

420 It is clear from Article 2(1) of Regulation No 4064/89 that when, in the course of examining the
compatibility of a concentration with the common market, the Commission is appraising whether the
concentration creates or strengthens a dominant position within the meaning of Article 2(2), it must `take into
account the need to maintain and develop effective competition within the common market in view of, among
other things, the structure of the markets concerned and the actual or potential competition from undertakings
located either within or outwith the Community'.

421 It is therefore correct that, as De'Longhi submits, the Commission cannot, when applying Regulation No
4064/89, approve commitments which are contrary to the competition rules laid down in the Treaty inasmuch
as they impair the preservation or development of effective competition in the common market. In that
context, the Commission must appraise the compatibility of those commitments in particular according to the
criteria of Article 81(1) and (3) EC (which, in reference to Article 83 EC, constitutes one of the legal bases
for Regulation No 4064/89, see Case T-251/00 Lagardère and Canal + v Commission [2002] ECR I-4825,
paragraph 85).

422 However, in the present case, it must be observed, first, that the last subparagraph of Section 1(c) of the
commitments provides that `the licensee or licensees shall undertake to market products bearing the Moulinex
trade mark only in the territory or territories licensed to them and for which the products are intended'.
Contrary to what De'Longhi claims, it does not follow from the terms of that clause that the commitments
expressly impose on the licensees of the Moulinex trade mark a ban on exports to the other Member States.
The clause can be interpreted as merely obliging the licensees to market products bearing the Moulinex trade
mark in the territory licensed to them. A clause obliging a licensee to concentrate the sale of the products
covered by the licence on his territory does not, in principle, have as its object or effect the restriction of
competition within the meaning of Article 81(1).

423 Second, it should be noted that, even if, as De'Longhi maintains, the clause at issue had to be interpreted
as prohibiting the licensees from exporting products bearing the Moulinex trade mark to other Member States,
De'Longhi has not shown how, in the present case, that clause would be contrary to Article 81(1). De'Longhi
does not explain how, having regard to the national dimension of the relevant product markets and the
absence of significant parallel imports between the Member States, the clause at issue might appreciably
restrict competition on the relevant market in the Community or significantly affect trade between the Member
States within the meaning of Article
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81(1). It is settled case-law that even an agreement imposing absolute territorial protection may escape the
prohibition laid down in Article 81(1) if it affects the market only insignificantly (Case 5/69 Völk [1969] ECR
295, paragraph 7; Joined Cases 100/80 to 103/80 Musique Diffusion française and Others v Commission
[1983] ECR 1825, paragraph 85, and Case C-306/96 Javico [1998] ECR I-1983, paragraph 17).

424 Moreover, De'Longhi does not establish that a licensee of the Moulinex trade mark who is not protected
against, at least, active competition from the other licensees in respect of the territory licensed to him would
be prepared to accept the risk of marketing products bearing that trade mark together with his own trade mark
by way of `co-branding'. The purpose of the commitments is to enable the licensees, over a transitional period
during which they will be entitled to use their own trade mark together with the Moulinex trade mark, to
ensure the migration of customers of products with the Moulinex trade mark to their own trade marks, so that
the licensees' marks can compete effectively with the Moulinex trade mark after the transitional period, when
SEB will again be entitled to use the Moulinex trade mark in the nine Member States concerned. It must be
held that, in such a context, the absence of any protection of the licensees against, at least active, competition
from the other licensees could undermine the strengthening of the trade marks competing with the Moulinex
trade mark and thus adversely affect competition on the relevant market in the territory of the Community.
Consequently, in so far as they prohibit active sales, the provisions of the clause at issue cannot be regarded
as necessarily restricting competition within the meaning of Article 81(1) (see, to that effect, Case 258/78
Nungesser and Eisele v Commission [1982] ECR 2015, paragraph 57, and Case 262/81 Coditel [1982] ECR
3381, paragraph 15).

425 It follows that De'Longhi's complaint that the commitments result in market sharing is inadmissible and,
in any case, unfounded.

IV - Fourth plea in law: the Commission erred in law in failing to consider whether the nominal price paid by
SEB for the acquisition of Moulinex and the financial aid provided by the French State were not such as to
strengthen SEB's position in the markets concerned, to the detriment of competitors

Arguments of the parties

426 The applicant submits that the Commission erred in law in failing to consider whether the nominal price
paid by SEB for the acquisition of Moulinex and the financial aid provided by the French State were not such
as to strengthen SEB's position in the markets concerned, to the detriment of competitors.

427 The applicant states that, in the contested decision, the Commission merely observed, without giving
details, that it did not appear, from a preliminary examination of the scheme provided for by the French
authorities, that the government assistance envisaged in connection with the court-supervised reorganisation
proceedings was a measure which would benefit SEB. In the applicant's opinion, the nominal price paid by
SEB was manifestly such as to permit the strengthening of the new entity's position on completion of the
transaction.

428 In this connection the applicant observes that, in the judgment in Case T-156/98 RJB Mining v
Commission [2001] ECR II-337, the Court annulled the Commission's decision because the Commission failed
to consider whether, and to what extent, the new entity's market power could be increased by the nominal
acquisition price. Therefore it was incumbent on the Commission to determine whether the acquisition price
was such as to strengthen the new entity's position on completion of the transaction, regardless of whether the
financial arrangements could be described as aid within the meaning of the Treaty.

429 In the present case, the applicant contends, first, that the Commission was fully informed
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of the financial conditions of SEB's acquisition plan. In particular, it knew of the obvious disproportion
between Moulinex's acquisition price (EUR 15 million) and the true value of the assets acquired (estimated at
more than EUR 850 million). The Commission was also aware of the reason for the disproportion, in
particular the fact that the French Government had agreed to accept responsibility for redundancy payments,
thus reducing Moulinex's debts and enabling SEB, first, to acquire the company at a price which in no way
reflected its true value and, second, to have additional funds available for strengthening its market position
further.

430 By way of comparison, the applicant notes that:

- it originally made an acquisition offer of EUR 100 million for the assets of Krups alone (namely, an amount
almost seven times more than that offered by SEB for the whole of the Krups and Moulinex businesses;

- by letter of 29 November 2001, it submitted to the Commission an offer which included taking over all
Moulinex employees, adding that, if the desired objective of profitability could not be attained, it might reduce
the workforce. In the negotiations it transpired that the redundancy of the 3 600 employees not taken over by
SEB was likely to entail a total charge of approximately 175 million euros;

- it submitted to the administrators of Moulinex an offer to purchase for 150 000 euros the assets of Moulinex
not acquired by SEB.

431 The applicant considers that the particularly advantageous financial conditions for the acquisition of
Moulinex by SEB enabled the latter to benefit from synergies arising from an external expansion without the
associated costs. The measures taken by the French authorities clearly benefited SEB in so far as they enabled
it to use for its business activity the financial resources which it would normally have had to allocate to the
acquisition of Moulinex.

432 Therefore the applicant considers that it was incumbent on the Commission to determine whether the
financial conditions for acquiring Moulinex were in themselves, directly or indirectly, capable of strengthening
the market position of the new entity SEB-Moulinex, and it was not even necessary to establish whether the
financial contribution by the government constituted State aid within the meaning of the Treaty.

433 According to the applicant, it follows that the Commission erred in law in confining itself to a
`preliminary examination' of the impact of the financial measures taken by the French Government and in
concluding, on the basis of a superficial study, that `the government assistance envisaged in connection with
the court-supervised reorganisation proceedings' had not benefited SEB.

434 The Commission contends that the plea is manifestly totally unfounded.

Findings of the Court

435 In substance, the applicant raises two objections. It complains that the Commission did not consider
whether SEB had strengthened its position, first, by paying only a nominal acquisition price and, second,
because the French Government had agreed to accept responsibility for redundancy payments.

436 First of all, it must be observed that the price paid by SEB was assessed by the Tribunal de Commerce,
Nanterre, in the context of the court-supervised reorganisation proceedings and cannot be challenged. On the
basis of the criteria of French law, it took the view that SEB's offer was in the best interest of the creditors.

437 Secondly, the applicant has in no way shown that the price paid by SEB was nominal. At the most, the
applicant points to the balance sheet value of Moulinex's assets in 2000 which were acquired
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by SEB, and the applicant's own offers.

438 However, first, to determine the true value of an undertaking is a complex calculation which also entails
subjective appraisals, and the value shown in the balance sheet is not necessarily the true value or the
acquisition value. In particular, Moulinex's acquisition value at the end of 2001,when it was faced with
liquidation, cannot be considered to be the same as the acquisition value indicated by the consolidated
accounts published by Moulinex almost two years earlier.

439 Secondly, the applicant's offers do not at all show that the price offered by SEB was nominal. The
applicant offered prices of EUR 100 million, EUR 1 and EUR 150 000. The first offer was for the Krups
trade mark rights alone and expressly excluded all liabilities. Therefore it cannot be taken into account for
appraising SEB's acquisition offer. Furthermore, the amounts vary considerably according to what was included
in the offer and the applicant does not even specify which of the offers relates to the same assets as those
acquired by SEB, nor how the applicant's offers can determine the value of the Moulinex assets acquired by
SEB. Therefore no appraisal could be made of the price of EUR 15 million paid by SEB to acquire Moulinex.

440 Regarding the complaint that the French Government's acceptance of responsibility for redundancy
payments enabled SEB to acquire Moulinex without having to meet all its debts, it must be observed, first,
that, contrary to the situation in the case of RJB Mining v Commission, cited above, upon which the applicant
relies, the Commission asked the French authorities, by letters of 27 September and 9 November 2001, for
information concerning any action by the French Republic in connection with the petition for voluntary
liquidation and the acquisition of the Moulinex group. Second, the French Republic replied, by a note of 16
November 2001, that no State assistance to the Moulinex group was being considered and that only
redeployment measures of direct benefit to employees were envisaged. Moreover, the file does not show that
the French Government made redundancy payments and the applicant has produced no evidence that the
French Republic paid debts for which SEB was liable. The Commission observed (and it was not denied) that
it would have been absurd for the French Republic to make redundancy payments because in France all
undertakings are required by law to take out insurance against the risk of non-payment of sums payable under
contracts of employment in the event of a court-supervised reconstruction so that, in the case of insolvency,
redundancy payments would have had to be made by the insurers and not the French Republic. In any case,
according to the Commission and the French Republic, any potential State assistance does not relate to the
assets acquired by SEB and therefore has no effect at all on their value. This is not denied by the applicant.

441 Finally, the Commission cannot be required to conduct a State aid procedure in connection with every
concentration procedure, which must be completed within strict time-limits. Although the Court annulled the
Commission's decision in the judgment in RJB Mining v Commission, cited above, on the ground that the
Commission had not considered whether the level of the purchase price was such as to strengthen the new
entity's position, this was by reason of the particular circumstances of that case, where the purchase price
itself had been notified as aid by the German authorities. That situation cannot be compared with a
concentration of two private companies, such as that in the present case.

442 It follows that this plea in law is unfounded.
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Order of the President of the Court of First Instance
First InstanceFirst Instance2001. Der Grüne Punkt - Duales System Deutschland AG v Commission of

the European Communities. Interlocutory proceedings - Abuse of dominant position - Article 82 EC -
Trade mark law - Prima facie case - Urgency - Balance of interests. Case T-151/01 R.

1. Applications for interim measures - Suspension of operation of a measure - Suspension of operation of a
decision requiring an undertaking to put an end to an infringement of competition law - Conditions for
granting - Prima facie case - Examination of complex legal questions by the judge hearing the application for
interim relief - Limits

(Art. 242 EC; Rules of Procedure of the Court of First Instance, Art. 104(2))

2. Applications for interim measures - Suspension of operation of a measure - Interim relief - Conditions for
granting - Serious and irreparable damage - Standard of proof - Pecuniary damage

(Arts 242 EC and 243 EC; Rules of Procedure of the Court of First Instance, Art. 104(2))

3. Applications for interim measures - Suspension of operation of a measure - Interim relief - Conditions for
granting - Urgency - Matters to be taken into consideration

(Arts 242 EC and 243 EC; Rules of Procedure of the Court of First Instance, Art. 104(2))

1. The question whether the contractual terms which an undertaking imposes on the participants in its system,
when use of a trade mark does not coincide with the actual use of the service it provides, are essential to
protect the essential function of the trade mark in question, or abusive, in that they are unfair within the
meaning of Article 82, second paragraph, (a) EC, is a complex matter. The in-depth analysis needed to resolve
the problems raised by that matter cannot be carried out by the judge hearing the application for interim relief
in an examination of the merits, prima facie, of the action in the main proceedings.

(see para. 185 )

2. The urgency of an application for interim measures must be assessed in relation to the necessity for an
interim order in order to prevent serious and irreparable damage to the party applying for those measures. It is
for that party to prove that it cannot wait for the outcome of the main proceedings without suffering damage
of that kind. It is not necessary for the imminence of the damage to be demonstrated with absolute certainty,
it being sufficient to show that damage - especially if its occurrence depends on a series of factors - is
foreseeable with a sufficient degree of probability. However, the party seeking the suspension of operation of
the measure or the interim relief is required to prove the facts forming the basis of its claim that serious and
irreparable damage is likely.

Furthermore, damage of a pecuniary nature cannot, save in exceptional circumstances, be regarded as
irreparable or even as reparable only with difficulty, since it can be the subject of subsequent financial
compensation. In accordance with those principles, an interim measure would be justified if it appeared that, if
it were not granted, the party who sought it would be put in a position likely to jeopardise its existence
before a final judgment was given in the main proceedings.

(see paras 187-188, 214 )

3. The urgency in granting an interim measure must result from the effects produced by the contested
measure. For the purposes of that assessment, the response from the press to the decision whose suspension is
sought and the possible harmful consequences of that for the applicant are irrelevant.

(see para. 200 )
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In Case T-151/01 R,

Der Grüne Punkt - Duales System Deutschland AG, established in Cologne (Germany), represented by W.
Deselaers, B. Meyring, E. Wagner and C. Weidemann, lawyers, with an address for service in Luxembourg,

applicant,

v

Commission of the European Communities, represented by S. Rating, acting as Agent, with an address for
service in Luxembourg,

defendant,

supported by

Vfw AG, established in Cologne, represented by H.F. Wissel, lawyer, with an address for service in
Luxembourg,

Landbell AG, established in Mayence (Germany), represented by A. Rinne, lawyer, with an address for service
in Luxembourg,

and

BellandVision GmbH, established in Pegnitz (Germany), represented by A. Rinne, lawyer, with an address for
service in Luxembourg,

interveners,

APPLICATION for suspension of the operation of Article 3 of Commission Decision 2001/463/EC of 20
April 2001 relating to a proceeding pursuant to Article 82 of the EC Treaty (Case COMP D3/34493 DSD)
(OJ 2001 L 166, p. 1), and of Articles 4, 5, 6 and 7 of that decision in so far as they refer to the said Article
3,

THE PRESIDENT OF THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES

makes the following

Order

On those grounds,

THE PRESIDENT OF THE COURT OF FIRST INSTANCE

hereby orders:

1. The application for interim measures is dismissed.

2. Costs are reserved.

Legal context

German legislation

1 On 12 June 1991, the German Government adopted the Verordnung über die Vermeidung von
Verpackungsabfällen (Ordinance on the Avoidance of Packaging Waste (BGBl., 1991 I, p. 1234; hereinafter
the Ordinance), an amended version of which entered into force on 28 August 1998. Under the Ordinance,
which is intended to prevent or reduce the impact of packaging waste on the environment, manufacturers and
distributors are placed under an obligation to take back and recover used sales packaging outside
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the public waste-management system. Sales packaging - the only packaging relevant to the present case - is
packaging which is provided as a sales unit and is used by the final consumer, packaging used by the
distributive trades, restaurants and other service providers which makes possible or facilitates the delivery of
products to the final consumer, and non-returnable crockery and non-returnable cutlery. It constitutes a
different category from transport packaging and secondary packaging.

2 Within the meaning of the Ordinance, a manufacturer is defined as someone who manufactures packaging,
packaging materials or products from which packaging is directly made, or who imports packaging into the
territory covered by the Ordinance. A distributor is someone who puts into circulation packaging, packaging
materials or products from which packaging is made, or packaged goods, regardless of the marketing stage. A
distributor within the meaning of the Ordinance may also be the mail-order trade. Lastly, a final consumer is
someone who does not sell on the goods in the form in which they are delivered to him.

3 The obligations imposed on the manufacturers and distributors may be fulfilled by the undertakings
concerned in two ways.

4 On the one hand, Paragraph 6(1) and (2) of the Ordinance provides that manufacturers and distributors are
obliged to take back from final consumers, free of charge, used sales packaging at, or in the immediate
vicinity of, the actual point of sale and to recover it in accordance with the quantitative requirements defined
in the Annex to the Ordinance (the self-management solution). Under the ninth sentence of Paragraph 6(1):
Where distributors do not fulfil the obligations laid down in the first sentence by taking back packaging at the
point of sale, they shall ensure that it is taken back using an [exemption] system. Moreover, manufacturers
and distributors may delegate responsibility for fulfilling all take-back and recovery obligations to third parties
(Paragraph 11 of the Ordinance). The Ordinance also provides that, in the case of a self-management solution,
[t]he distributor shall, by means of clearly visible, legible notices, draw the attention of the private final
consumer to the fact that the packaging may be returned (third sentence of Paragraph 6(1)).

5 On the other hand, under the first sentence of Paragraph 6(3) of the Ordinance, the take-back and recovery
obligation does not apply to manufacturers and distributors participating in a system which throughout the
distributor's sales territory guarantees the regular collection of used sales packaging from the final consumer or
in the vicinity of the final consumer (hereinafter the exemption system). The exemption system is restricted to
sales packaging collected from private final consumers, namely private households and comparable sources of
waste generation, in particular restaurants, hotels, canteens, government offices, barracks, hospitals, educational
establishments, charitable organisations, the offices of professional people, agricultural holdings and craft
enterprises, excluding print shops and other paper-using businesses.

6 Firms which do not participate in an exemption system continue to be subject to the self-management
take-back obligation.

7 If an exemption system is to be approved by the competent authorities a number of requirements must be
fulfilled, in particular, coverage which extends to at least the area of a Land, closeness to the final consumer,
regular collections, and coordination with the public-law bodies responsible for waste disposal.

8 The Ordinance also requires packaging collected under exemption systems to be marked. Point 4(2) of
Annex I to the Ordinance provides that manufacturers and distributors have to make known their participation
in a system pursuant to Paragraph 6(3) of the Ordinance by marking packaging or other suitable means.

9 Since 1 January 2000 both the operators of exemption systems, as regards the packaging of those
participating in their system, and manufacturers and distributors who have opted for a self-management
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solution have had to meet the same recovery quotas for individual materials.

10 Compliance with the take-back and recovery requirements is ensured, as appropriate, by certificates issued
by independent experts or by verifiable evidence of the quantities of packaging collected and recovered.

Exemption system established by DSD

11 Since 1991, Der Grüne Punkt - Duales System Deutschland AG (hereinafter the applicant or DSD) has
been the only undertaking operating an exemption system throughout Germany. For that purpose, at the
beginning of 1993, DSD was recognised by the competent authorities of all the Länder.

12 The system established by DSD (hereinafter the DSD system) is called a dual system since the collection
and recovery of packaging are effected by a private undertaking, outside the public waste disposal system.

13 DSD is financed by fees from undertakings belonging to the system. Undertakings become members of the
system by signing with DSD an agreement which grants them the right, against payment of a fee, to use the
logo Der Grüne Punkt (Green Dot). They are required to affix the logo Der Grüne Punkt to their sales
packaging. DSD is the owner of the registered collective mark Der Grüne Punkt.

14 Thus, sales packaging with the logo Der Grüne Punkt is collected, depending on the material of which it is
composed, in special bins (metal, plastic and composite materials) or in containers placed close to private
households (especially paper and glass), while residual waste is thrown into the bins provided by the public
waste disposal bodies.

15 However, DSD does not collect the used sales packaging itself, but subcontracts the service to local
companies with sole responsibility for collecting and sorting used sales packaging in a certain district.

16 Once the material has been sorted, it is conveyed to a recycling plant either directly by the collector or
with the help of third parties, or handed over to companies which have given DSD an assurance that they will
recover the used packaging.

17 The system operated by DSD does not collect all sales packaging within the meaning of the Ordinance
(see paragraph 1 above) but only that - made up of all materials - from private households and users treated
as such.

18 Other undertakings organise the taking back and recovery of some sales packaging. However, those
collection and recovery systems do not have an adequate rate of cover within the meaning of Paragraph 6(3)
of the Ordinance. Those undertakings operate as third parties under Paragraph 6(1) and (2) of the Ordinance
read in conjunction with Paragraph 11 thereof (see paragraph 4 above), that is to say, they directly assume the
take-back and recovery obligations of the manufacturers or distributors.

Contractual provisions

19 The relationship between DSD and the undertakings which participate in its system is governed by the
agreement for the use of the logo Der Grüne Punkt (hereinafter the Agreement or the Trade Mark Agreement).

20 The Agreement stipulates that, in order to participate in the system, an undertaking must obtain permission,
from DSD and for a fee, to use the logo Der Grüne Punkt (Article 1(1) of the Agreement).

21 DSD undertakes vis-à-vis the participating undertaking that it will effect the collection, sorting and
recovery of its used sales packaging in such a manner as to exempt it from its take-back
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and recovery obligations in respect of that packaging (Article 2 of the Agreement).

22 The participating undertaking is obliged to display the logo Der Grüne Punkt, in a particular form, on all
registered packaging intended for national consumption, so that it is visible to the final consumer. DSD may
release it from this obligation (Article 3(1) of the Agreement).

23 Under Article 4(1) of the Agreement:

The user of the logo shall pay [DSD] a licence fee for all packaging bearing the logo "Der Grüne Punkt"
which it distributes on German territory in accordance with the agreement. Exceptions to this rule require a
separate written agreement.

24 The amount of the licence fee is calculated on the basis of two factors, namely the weight of the
packaging and the type of material used, and the volume or surface area of the packaging.

25 The licence fee may be adjusted unilaterally by DSD. Any increase or reduction in the fee is subject to the
following principles: licence fees are calculated without any profit mark-up and they serve solely to cover the
costs of collection, sorting and recovery and the associated administrative costs (Article 4(3) of the
Agreement). As far as possible, the system costs must be allocated to the specific types of materials according
to the proportion these represent.

26 Under Article 5(1) of the Agreement:

A charge shall be made for all packaging carrying the logo "Der Grüne Punkt" which is distributed by the
user of the logo in the Federal Republic of Germany....

27 Finally, Point 5 of the Rules for the Use of the Collective Mark (Markensatzung), adopted by DSD,
provides:

Collective marks were created, first and foremost, to enable consumers and traders to recognise products
whose packaging is covered by the DSD system and for which collection and recovery outside the public
waste disposal service is possible and to distinguish them from other products, next, to encourage consumers
to place that packaging in the collection containers of the DSD system and, finally, to draw attention to the
service of collection and recovery of secondary raw materials provided by the DSD system.

Background to the dispute

28 On 2 September 1992 DSD notified the Commission of its Statutes and also of a number of agreements -
the Service Agreement, the Trade Mark Agreement and the Guarantee Agreements - with a view to obtaining
negative clearance or a decision granting exemption.

29 Following publication of the notice in the Official Journal of the European Communities (OJ 1997 C 100,
p. 4) pursuant to Article 19(3) of Regulation No 17 of the Council of 6 February 1962, First Regulation
implementing Articles [81] and [82] of the Treaty (OJ, English Special Edition 1959-1962, p. 87), in which
the Commission announced its intention to give a favourable opinion on the agreements notified, it received
observations from interested third parties concerning, in particular, various aspects of the application of the
Trade Mark Agreement. They alleged particularly that competition might be distorted if an undertaking were
charged twice as a consequence of participating in DSD's system and that of another contractor.

30 On 15 October 1998 DSD submitted to the Commission commitments aimed at avoiding double charging
in the event of participation in an exemption system operating at regional level.

31 On 3 November 1999, the Commission stated that that commitment, which covered only exemption
systems, needed to be extended to include self-management solutions used for the disposal of partial quantities
of sales packaging.
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32 On 15 November 1999, complainants presented fresh observations to the Commission.

33 By letter of 13 March 2000, DSD submitted two further commitments to the Commission.

34 On 20 April 2001, the Commission adopted Decision 2001/463/EC relating to a proceeding pursuant to
Article 82 of the EC Treaty (Case COMP D3/34493 - DSD)(OJ 2001 L 166, p. 1; hereinafter the contested
decision). (Only the German text is authentic.)

35 It is apparent from the contested decision that the commitments made in relation to the Agreement cover
several situations.

36 One commitment covers the situation in which exemption systems, restricted to one or more Länder, are
set up as alternatives to the DSD system. In that case, uniformly designed packaging will be taken back, in
those Länder, by one of the operators of the new systems and, in the other Länder, by DSD. In that situation,
DSD has made the following commitment (recital 59 of the contested decision):

On condition that regional alternative systems to the current Dual System are created and are formally
approved by the highest competent regional authority under Paragraph 6(3) of the Packaging Ordinance,
[DSD] is prepared to apply the Trade Mark Agreement in such a way that licensees are able to participate in
such a system as regards some of their packaging. [DSD] will not charge a licence fee under the Trade Mark
Agreement for packaging that can be shown to be covered by such an alternative system. A further condition
for release from the licence fee obligation in respect of packaging bearing the mark ["Der Grüne Punkt"] is
that protection of the trade mark "Der Grüne Punkt" should not be impaired.

37 DSD also made the following commitment for cases in which manufacturers and distributors opt for a
self-management solution for part of their sales packaging and participate in the DSD system for the
remainder (recital 61 of the contested decision):

Where, pursuant to Paragraph 6(1) and/or (2) (read, where appropriate, in conjunction with Paragraph 11) of
the Packaging Ordinance, manufacturers and distributors organise the take-back and recovery of some sales
packaging distributed in the territory covered by the Packaging Ordinance and participate in the DSD system
for the remainder (ninth sentence of Paragraph 6(1)), [DSD] will not charge a licence fee under the Trade
Mark Agreement for those quantities of sales packaging which can be shown to have been taken back in
accordance with Paragraph 6(1) and/or (2) of the Packaging Ordinance. Evidence is to be furnished in
accordance with the requirements of point 2 of Annex I to the Packaging Ordinance.

38 At the hearing before the President of the Court (paragraph 58 below), it was stated that that commitment
must be construed as meaning that the part of the sales packaging taken back in accordance with Paragraph
6(1) and/or (2) is not to bear the mark Der Grüne Punkt.

39 In the section of the contested decision devoted to legal assessment, the Commission concluded, first of all,
that DSD has a dominant position.

40 For this purpose, it first defined the relevant market. After analysing the product and geographic market in
question, it concluded that the broadest definable market should therefore be deemed to be the market for the
organisation of the take-back and recovery from private final consumers of used sales packaging in Germany
(recital 92 of the contested decision).

41 It examined DSD's economic strength on the market thus identified. It points out that DSD is the only
undertaking to offer an exemption packaging waste collection system in Germany and notes that its share of
the relevant market - as identified in the previous paragraph - is at least 82% (recital 95). Furthermore, the
existence of considerable barriers to market entry also contributes to DSD's economic strength (recital 96 of
the contested decision).
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42 The Commission then considered the question of abuse of a dominant position.

43 The Commission's assessment is based, in that respect, on the premiss that DSD thus links the fee payable
under the Agreement not to use of the service exempting the other party from its take-back and recovery
obligations under Article 2 of the Agreement, but solely to the use of the mark "Der Grüne Punkt" on sales
packaging and on the finding that DSD requires the other party to affix the mark to all registered packaging
for domestic consumption unless the other party is released from this obligation at DSD's discretion (recital
100 of the contested decision). The Commission infers from that that DSD abuses its dominant position
whenever an undertaking subject to the obligation avails itself of DSD's exemption service only in respect of
some of its sales packaging or dispenses entirely with DSD's exemption service in Germany (recital 101 of the
contested decision). Indeed, by imposing unfair prices and trading conditions when there is no correlation
between use of the mark and use of DSD's service providing exemption from the waste disposal obligation,
DSD infringes subparagraph (a) of the second paragraph of Article 82 EC. The Commission states that
through the combination of a contractual obligation to use the mark, on the one hand, and a linking of the fee
to use of the mark, on the other, separate packaging and distribution channels are an inevitability (recital 112
of the contested decision).

44 Describing the abuse constituted by the licence fee more precisely by reference to specific cases, the
Commission draws a distinction, in particular, between restriction of competition between DSD and other
exemption systems (Group I) and restriction of competition between DSD and self-management solutions
(Group II).

45 The Commission states that the provisions governing the licence fee are not justified either by the claim
that the use of the mark Der Grüne Punkt for partial quantities of packaging, for which no exemption service
is provided, is incompatible with the Ordinance (recitals 136 to 142) or by the need to preserve the
identifying power of the mark Der Grüne Punkt (recitals 143 to 153). On this latter point, the Commission
considers that [t]he essential function of the trade mark "Der Grüne Punkt" is... fulfilled when it signals to the
consumer that he has the option of having the packaging collected by DSD and concludes that [a]ccordingly,
the function of the mark "Der Grüne Punkt" does not require that, where participation in the DSD system is
only partial, only a partial quantity of the packaging should carry the trade mark (recital 145).

46 After finding that abuse of the dominant position is likely to have an appreciable effect on trade between
Member States, the Commission examines, in accordance with Article 3(1) of Regulation No 17, the way in
which DSD should be required to bring the infringements established to an end.

47 In that regard, recital 165 reads as follows:

In order to prevent the infringements established from being continued or repeated, DSD must undertake
vis-à-vis all parties to the Trade Mark Agreement not to charge any licence fee for those partial quantities of
sales packaging carrying the trade mark "Der Grüne Punkt" which are put into circulation in Germany but for
which the exemption service referred to in Article 2 of the Trade Mark Agreement is not used. This
commitment replaces a derogation under the second sentence of Article 4(1) of the Agreement.

48 The operative part of the contested decision is in these terms:

Article 1

The conduct of Der Grüne Punkt - Duales System Deutschland AG, Cologne (hereinafter: "DSD"), in
requiring, under the first sentence of Article 4(1) and the first sentence of Article 5(1) of
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the Trade Mark Agreement, payment of a licence fee for the total quantity of sales packaging carrying the
"Der Grüne Punkt" trade mark and put into circulation in Germany is incompatible with the common market
even where undertakings subject to the obligations arising out of the Packaging Ordinance:

(a) either use DSD's exemption service as referred to in Article 2 of the Trade Mark Agreement only for
partial quantities or, instead of using the said service, put into circulation in Germany uniformly designed
packaging which is also in circulation in another member country of the European Economic Area and
participates in a take-back system using the "Der Grüne Punkt" trade mark, and

(b) prove that, in respect of the quantity or partial quantity for which they do not use the exemption service,
they fulfil their obligations under the Packaging Ordinance through competing exemption systems or
through self-management solutions.

Article 2

DSD shall bring the infringement referred to in Article 1 to an end immediately.

DSD shall refrain from continuing or repeating the conduct described in Article 1 or from taking measures
having the same effect.

DSD shall further fulfil the terms set out in Articles 3 to 7.

Article 3

DSD shall undertake vis-à-vis all parties to the Trade Mark Agreement not to charge any licence fee for such
partial quantities of sales packaging carrying the "Der Grüne Punkt" trade mark as are put into circulation in
Germany for which the exemption service referred to in Article 2 of the Trade Mark Agreement is not used
and for which the Packaging Ordinance obligations have demonstrably been fulfilled in another way.

The commitment in the first paragraph shall replace a derogation under the second sentence of Article 4(1) of
the Trade Mark Agreement.

Article 4

1. In the case of packaging which is collected and recovered in another Member State under a system using
the "Der Grüne Punkt" trade mark and which is put into circulation using the trade mark in the territory
covered by the Packaging Ordinance, DSD shall not charge a licence fee if the requirements of the Packaging
Ordinance have demonstrably been met otherwise than through participation in the system set up by DSD
under Paragraph 6(3) of the Ordinance.

2. DSD may require, as a precondition for the waiver of the licence fee, that it be made clear to the final
consumer on the packaging referred to in paragraph 1, in words or other suitable form placed close to the
"Der Grüne Punkt" trade mark, that the packaging does not participate in the dual system set up by DSD
under Paragraph 6(3) of the Ordinance.

3. In the event of disagreement over the recognisability of the notice, the parties shall within one week of
either or both sides finding that such disagreement has arisen, ask the Commission
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to appoint an expert.

The expert shall be charged with determining within four weeks whether, having regard to the packaging's
basic function, the possible forms of the notice discussed by the parties fulfil the requirements set out in
paragraph 2.

The expert's costs shall be borne by the parties equally.

Article 5

1. Where there is partial or complete participation in a competing exemption system, the system operator's
confirmation that the relevant quantity of packaging is covered by the competing system shall constitute
sufficient proof that the Packaging Ordinance obligations under Articles 3 and 4 have been fulfilled in another
way.

2. Where there is partial or complete participation in a self-management solution, the subsequent presentation
of an independent expert's certificate stating that the take-back and recovery requirements for the relevant
amount of packaging have been fulfilled shall be sufficient. The certificate may be issued either to the
individual manufacturer or distributor or to an association of self-managers.

3. DSD may on no account require the certificate to be presented at an earlier time than is laid down under
the Packaging Ordinance.

4. Irrespective of the version of the Packaging Ordinance in question, the fact that the certificate confirms to
the contractual partner that the take-back and recovery requirements, related to a specific quantity of
packaging, have been fulfilled shall suffice for the proof to be furnished to DSD.

5. Should the certificate contain other information, this shall be obliterated.

6. Both the system operator's confirmation and the independent expert's certificate may be replaced by an
accountant's certificate confirming retrospectively the fulfilment of the Packaging Ordinance obligations in
respect of a specific volume of packaging.

7. Other provisions of the Trade Mark Agreement shall not be applied in such a way as to require a higher
level of proof to be furnished to DSD.

Article 6

1. DSD shall, as from the date of notification of this decision, enter into the commitments set out in Articles
3, 4 and 5 vis-à-vis all parties to the Trade Mark Agreement and shall bring this to the attention of the said
parties within two months of the notification of this decision.

2. The provisions of the Trade Mark Agreement may not be applied in such a way that they delay the
immediate performance of the obligation set out in paragraph 1.

Article 7

DSD shall inform the Commission, within three months of notification of this decision, of the fulfilment of
the commitments under Articles 3 to 6.
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Proceedings

49 By application lodged at the Court Registry on 5 July 2001, DSD brought an action under the fourth
paragraph of Article 230 EC for the annulment of the contested decision.

50 By separate document lodged at the Court Registry on the same day, it also applied, pursuant to Article
242 EC, for the suspension of the operation of Article 3 of that decision, and of Articles 4, 5, 6 and 7 in so
far as they refer to Article 3, pending a judgment from the Court of First Instance on the substance of the
case.

51 In view of the voluminous nature of the arguments contained in the aforementioned application and of the
necessity to be able to give a ruling as soon as possible in interlocutory proceedings, the applicant was asked
to submit a new version of the application not exceeding 30 pages. The abridged version was lodged at the
Court Registry on 13 July 2001.

52 The abridged version of the application was notified to the Commission on 16 July 2001.

53 By applications lodged at the Court Registry on 16, 19 and 20 July 2001 respectively, Vfw AG, Landbell
AG and BellandVision GmbH applied for leave to intervene in the present proceedings in support of the form
of order sought by the Commission.

54 The applications to intervene were served on the parties.

55 The Commission submitted its written observations on the application for interim measures on 28 August
2001.

56 DSD and the Commission stated in writing that they had no objection to the applications to intervene.
However, DSD requested that, vis-à-vis the applicants to intervene, several annexes to the application for
interim measures should be treated confidentially.

57 The non-confidential abridged version of the application for interim measures and the Commission's
observations were served on the applicants to intervene on 5 September 2001. On the same day they were
invited to attend the hearing.

58 The hearing before the President of the Court was held on 21 September 2001.

59 At that hearing, the President held that the applicants for leave to intervene had established an interest in
the result of the case, in accordance with the second paragraph of Article 37 of the EC Statute of the Court
of Justice, applicable to the Court of First Instance by virtue of the first paragraph of Article 46 thereof, and
granted the three applications for leave to intervene in the present proceedings.

60 At the interlocutory proceedings stage, he also granted the request for confidential treatment of the
information contained in the annexes to the application made by DSD, since such information may prima facie
be regarded as secret or confidential within the meaning of Article 116(2) of the Rules of Procedure, a matter
which was not disputed by the Commission.

61 That institution declared, also at the hearing, that it was not continuing with the plea of inadmissibility
which it had raised in its observations; therefore there is no need to give a ruling on it.

Law

62 Under the combined provisions of Article 242 EC and Article 4 of Council Decision 88/591/ECSC, EEC,
Euratom of 24 October 1988 establishing a Court of First Instance of the European Communities (OJ 1988 L
319, p. 1), as amended by Council Decision 93/350/ECSC, EEC, Euratom of 8 June 1993 (OJ 1993 L 144, p.
21), the Court of First Instance may, if it considers that circumstances so require, order that application of the
contested act be suspended.
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63 Article 104(2) of the Rules of Procedure provides that an application for interim measures must state the
circumstances giving rise to urgency and the pleas of fact and law establishing a prima facie case for the
interim measures applied for. Those conditions are cumulative, so that an application for suspension of
operation must be dismissed if any one of them is absent (orders of the President of the Court of Justice in
Case C-268/96 P(R) SCK and FNK v Commission [1996] ECR I-4971, paragraph 30, and of the President of
the Court of First Instance in Case T-350/00 R Free Trade Foods v Commission [2001] ECR II-493,
paragraph 32). If necessary, the judge hearing the application for interim measures also weighs up the interests
involved (order of the President of the Court of Justice in Case C-445/00 R Austria v Council [2001] ECR
I-1461, paragraph 73).

64 The measure requested must further be provisional inasmuch as it must not prejudge the points of law or
fact in issue or neutralise in advance the effects of the decision subsequently to be given in the main action
(order of the President of the Court of Justice in Case C-149/95 P(R) Commission v Atlantic Container Line
and Others [1995] ECR I-2165, paragraph 22).

1. Arguments of the parties

DSD's arguments

Prima facie case

65 As a preliminary point, DSD first defines the scope of Article 3 of the contested decision, stating that it
covers the case of the user of the trade mark Der Grüne Punkt who wishes to participate in a competing
system in respect of a partial quantity - an amount freely determined by himself - of a given packaging, to
participate in the DSD system in respect of the remainder and to affix the trade mark Der Grüne Punkt
indiscriminately to both parts.

66 DSD then states that the mark Der Grüne Punkt has a dual function. Firstly, it makes it possible to
identify packaging which, because its manufacturers and distributers belong to the DSD system, is disposed of
by that system: that is the indication-of-origin function. Secondly, it signals to consumers that they should
dispose of that packaging in DSD's collection containers; that is the signal effect.

67 DSD also considers that the legal effect of Article 3 of the contested decision is to require it to grant
licences to use the mark Der Grüne Punkt, even though the packaging carrying that mark will be able to be
disposed of by a competitor, and to waive payment of licence fees for that part of the packaging. The
applicant would therefore have to grant free compulsory licences to use the mark Der Grüne Punkt, as the
Commission indeed acknowledged in a letter of 1 September 2000.

68 DSD puts forward four arguments in support of its submission that the licence fee system under Article
4(1) of the Agreement does not constitute an abuse within the meaning of Article 82 EC.

69 First, the applicant alleges that the specific subject-matter of the trade mark, which is protected under both
national and Community law, is compromised.

70 Under national law, the mark Der Grüne Punkt is a collective mark within the meaning of Paragraph 97(1)
of the Gesetz über den Schutz von Marken und sonstigen Kennzeichen (German Law on the protection of
trade marks and other signs, BGBl., 1994 I, p. 3082, hereinafter the Markengesetz), which provides for the
registration as a collective mark of any sign qualifying for protection as a trade mark within the meaning of
Paragraph 3 [of the Markengesetz] which is capable of distinguishing the goods or services of the
undertakings affiliated to the owner of the collective mark from those of other undertakings in terms of
commercial or geographical origin, type, quality or other property. That mark was duly registered in 1991
with the Deutsches Patent- und Markenamt (German Patent and Trade Mark Office) under Paragraph 17 of the
Warenzeichengesetz, the law in force at the
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time. The applicant infers from that that the indication-of-origin function of the trade mark was necessarily
acknowledged.

71 On 18 September 1996 the Bundespatentgericht (Federal Patents Court) held that the trade mark Der Grüne
Punkt indicates the environmental commitment of the undertakings participating in the DSD system and shows
that the DSD system complies with the legal requirements concerning waste disposal. On 23 December 1996,
the Landgericht Hamburg (Hamburg Regional Court) ruled that the trade mark Der Grüne Punkt contains
specific information, namely that of recycling by the dual system and that those members of the public who
are environmentally aware appreciate that fact and also particularly appreciate packaging identified in that
way.

72 Although subsequently set aside by the Bundesgerichtshof (Federal Court of Justice), a judgment of the
Oberlandesgericht Köln (Higher Regional Court, Cologne) of 8 May 1998 refers to the vital importance of the
trade mark Der Grüne Punkt.

73 Under Community law, as interpreted by the Court of Justice, the specific subject-matter of the law on
trade marks is to guarantee to the consumer or ultimate user the identity of the origin of the trade-marked
product (Case 3/78 Centrafarm [1978] ECR 1823, paragraph 12), to protect the proprietor of the mark against
a risk of confusion (Case C-317/91 Deutsche Renault [1993] ECR I-6227, paragraph 30) and to protect him
against competitors wishing to take advantage of the status and reputation of the trade mark by selling
products bearing it illegally (Case C-232/94 MPA Pharma [1996] ECR I-3671, paragraph 17, and Case
C-63/97 BMW [1999] ECR I-905, paragraph 52). It is obvious that DSD's competitors, by affixing the mark
Der Grüne Punkt to their sales packaging, whether or not it uses the DSD system, may benefit from that
mark's reputation and importance.

74 In the contested decision, on the basis of a sentence in a judgment of the Kammergericht Berlin (Higher
Regional Court, Berlin) of 14 June 1994, the Commission considers that the trade mark Der Grüne Punkt
indicates that there is a possibility of disposal. However, that sentence is taken out of context. Whilst it is
true, according to the applicant, that that court held that the mark Der Grüne Punkt has, for the target public,
no meaning other than that the product on which it appears can be disposed of via the DSD system, it first,
however, confirmed the indication-of-origin function of that mark and then merely explained the reason for
which the mark Der Grüne Punkt is not an environmental quality mark.

75 Finally, the Commission implicitly acknowledged, in Article 4(2) of the contested decision that the
indication-of-origin function was impaired (paragraph 48 above).

76 Secondly, DSD claims that the compulsory licensing of a trade mark is not acceptable because, unlike all
the other intellectual property rights, a trade mark is first and foremost characterised by its distinctive nature.
In that respect, Article 21 of the Agreement on Trade-Related Aspects of Intellectual Property Rights
(hereinafter TRIPs), as set out in Annex 1 C to the Agreement establishing the World Trade Organisation,
approved on behalf of the Community, as regards matters within its competence, by Council Decision
94/800/EC of 22 December 1994 (OJ 1994 L 336, p. 1) provides, without exception, that the compulsory
licensing of trademarks shall not be permitted. Similarly, in Opinion 1/94 [1994] ECR I-5267, the Court of
Justice considered that those rules, which are also binding on the Commission, prohibit the compulsory
licensing of trade marks.

77 Thirdly, the compulsory licensing of the trade mark Der Grüne Punkt is not justified by significant
competition interests. In that regard, DSD points out that the refusal by an owner of copyright or a registered
design to grant a licence does not in principle constitute an abuse within the meaning of Article 82 EC (Case
238/87 Volvo [1988] ECR 6211, paragraph 8; Case C-23/99 Commission v France [2000] ECR I-7653,
paragraphs 37 et seq., and Case T-198/98 Micro Leader v Commission
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[1999] ECR II-3989, paragraph 56), since a compulsory licence infringes the prerogatives forming part of the
very substance of the exclusive right (Volvo, paragraph 8). An intervention as oppressive as a compulsory
licence can therefore in principle be envisaged only in exceptional circumstances as defined in Joined Cases
C-241/91 P and C-242/91 P RTE and ITP v Commission [1995] ECR I-743, paragraph 50.

78 In that last judgment, the question was whether an undertaking occupying a dominant position may be
required to grant a licence to a competitor. In the present case, the question is whether DSD is required to
grant a licence to a customer to enable him to use the services of competing systems. In both cases, it is a
matter of determining whether and, if so, in what circumstances, a dominant undertaking may be required,
under Article 82 EC, actively to promote, by granting a licence, the competition which it faces.

79 In this case, it is not essential for a manufacturer/distributor to designate packaging with the mark Der
Grüne Punkt in order to be able to opt for competing systems. It is simply, in a not inconsiderable number of
cases, to use the Commission's expression, more agreeable or easier for customers to use, for no fee, the
applicant's trade mark (see recitals 103 to 105 and 115 of the contested decision).

80 Besides, packaging which does not carry the mark Der Grüne Punkt can be marketed without difficulty.
DSD adds that even selective marking of uniformly-designed packaging, whether or not it bears the trade
mark Der Grüne Punkt, is common practice in certain sectors. The applicant cites as an example the marking
of bottles of wine, packaging of building materials, computers and foodstuffs.

81 Users of the logo are able to make selective use of the mark Der Grüne Punkt on the basis of requirement
forecasts. Furthermore, the lack of a licence has not prevented the appearance of some 40 groups of
undertakings participating in a self-management solution.

82 Finally, DSD considers, unlike the Commission (recital 106 of the contested decision), that precise control
of the quantities of packaging is possible owing to the cooperation of manufacturers and distributors. Thus,
according to DSD, end distributor A may order a given quantity of packaging without the mark Der Grüne
Punkt (either directly from the manufacturer or from a wholesaler who passes the order on to the
manufacturer), because he wishes to take back that packaging in the shop, whereas distributor B orders a
given quantity with the mark Der Grüne Punkt (either directly from the manufacturer or from a wholesaler),
because he does not wish to take back that packaging in the shop. End distributors A and B could therefore
accurately control, in collaboration with the undertakings in the previous marketing stages, the actual route
taken by specifically marked packaging in the course of marketing (recital 106 of the contested decision),
which they do indeed do in practice.

83 Fourthly, DSD considers that the stipulations contained in the first sentence of Article 4(1) of the
Agreement, which does not provide an exception for cases in which the national market is shared, are
reasonable for several reasons and do not therefore constitute an abuse of a dominant position.

84 The first reason is DSD's interest in being protected against distortions of competition owing to
descriptions which are misleading and contrary to the requirement of transparency laid down by the
Ordinance. In that regard, it points out that the fact that packaging carries the mark Der Grüne Punkt, even
though there is no participation in the DSD system, fails to comply with the requirement stated in the
Ordinance that marking is to be unambiguous (for cases of participation in an exemption system, see point
4(2) of Annex I to Paragraph 6 of the Ordinance cited in paragraph 8 above; for cases of participation in a
self-management solution, see the third sentence of Paragraph 6(1) cited in paragraph 4 above). That
requirement is intended to enable both consumers and authorities to determine, at any time, according to
objective and clear criteria, by which system the polluter's
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specific packaging must be disposed of and, more specifically, which packaging must be taken back at the
shop and which must not be.

85 Article 3 of the contested decision seriously misconstrues that requirement of transparency by having the
effect of making it possible to give the consumer information which is contradictory and inconsistent with the
facts regarding the disposal chain for which the packaging is destined. The Commission's premiss that a user
of the logo may, merely by making a statement and in spite of using the mark Der Grüne Punkt, choose to
participate in a competing system, is therefore not compatible with the general scheme of the Ordinance.

86 The second reason consists in the essential protection of the trade mark's signal effect. Compliance with
the recovery rates depends on the voluntary cooperation of the final consumers when sorting the sales
packaging. It follows that where packaging carrying the mark Der Grüne Punkt is nevertheless taken back by
the distributor, under Paragraph 6(1) of the Ordinance, the consumer is misled with regard to his right to
return the packaging to the shop in spite of its (incorrect) marking and by the impression created that it is
sales packaging which will be collected in the bins/containers of the DSD system.

87 The effect of Article 3 of the contested decision is to destroy the signal effect of the mark Der Grüne
Punkt, since, where the national market is shared, the final consumer is no longer able to know whether sales
packaging carrying the mark Der Grüne Punkt should be thrown away in DSD's collection containers or in
those of a third party.

88 The third reason put forward is connected with the fact that the obligation to use the logo Der Grüne
Punkt is essential to the proper working of the DSD system. Indeed, the contractual obligation of the
participants in the DSD system to use the logo on all their packaging (recital 112 of the contested decision),
which the Commission does not describe as constituting an abuse, cannot be invoked to substantiate an
allegation of abuse, since it is necessary to the proper working of the DSD system. DSD maintains that a
collection system which depends on the cooperation of consumers cannot work without a uniform and
memorable distinctive sign enabling them immediately to identify the system to which the packaging belongs
and the appropriate container. Otherwise, the recovery rates would not be achieved.

89 The fourth reason is the need to use a practicable and verifiable criterion for invoicing DSD's services.

90 First of all, contrary to what the Commission claims in recital 111 of the contested decision, the licence
fee scheme under Article 4(1) of the Agreement does not lead to a clearly disproportionate relationship
between the services, namely the right to use the trade mark and the provision of a waste disposal system
with total coverage within the meaning of Paragraph 6(3) of the Ordinance for all the packaging waste
carrying the mark Der Grüne Punkt, and the consideration constituted by payment of a licence fee for all the
packaging carrying that mark which is in the hands of the final consumer.

91 The Oberlandesgericht Düsseldorf (Higher Regional Court, Düsseldorf) held, in a judgment of 11 August
1998, that the scheme under Article 4(1) of the Agreement is reasonable and does not constitute an abuse.

92 Furthermore, DSD maintains that it can determine precisely to what extent the packaging of a user of the
logo is deposited in its collection containers only at the cost of very expensive sorting analyses, to which it
could resort only in very exceptional circumstances. That explains why DSD refers to the amount of
packaging marketed with the mark Der Grüne Punkt in order to calculate the waste disposal services which it
has actually provided, since that is the only possible practicable and verifiable invoicing criterion. That
flat-rate invoicing takes account of the fact
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that sales packaging waste is as a general rule produced close to households and that, in Germany, owing to
the signal effect of the trade mark Der Grüne Punkt, consumers have adopted the habit of depositing
packaging carrying that mark in DSD's collection containers.

Urgency

93 The applicant claims that, in the present case, the condition relating to urgency is satisfied on the ground
that the immediate operation of Article 3 of the contested decision will result in a significant and irreversible
change in the framework within which it carries out its activities (to that effect, orders of the President of the
Court of Justice in Joined Cases 76/89, 77/89 and 91/89 R RTE and Others v Commission [1989] ECR 1141,
paragraphs 15 and 18, and Case C-56/89 R Publishers Association v Commission [1989] ECR 1693,
paragraphs 34 and 35; orders of the President of the Court of First Instance in Joined Cases T-24/92 R and
T-28/92 R Langnese-Iglo and Schöller Lebensmittel v Commission [1992] ECR II-1839, paragraph 29; Case
T-29/92 R SPO and Others v Commission [1992] ECR II-2161, paragraph 31; Case T-395/94 R Atlantic
Container and Others v Commission [1995] ECR II-595, paragraph 55, and Case T-65/98 R Van den Bergh
Foods v Commission [1998] ECR II-2641, paragraph 66).

94 In support of that claim, the applicant develops a line of argument structured around two assertions, first,
that the immediate operation of the contested decision would adversely affect the indication-of-origin function
and signal effect of the trade mark and, secondly, that the damage suffered would not be quantifiable.

- Adverse effect on the indication-of-origin function and the signal effect of the trade mark

95 The applicant states that, where the national market is shared, the indiscriminate designation of all
packaging with the mark Der Grüne Punkt, as a consequence of the operation of the contested decision, will
inevitably undermine the indication-of-origin function since the final consumer will no longer be able to know
whether packaging carrying the mark Der Grüne Punkt is participating in DSD's system or that of a third
party.

96 That adverse effect on the indication-of-origin function could lead to the cancellation of the trade mark Der
Grüne Punkt, because it would lose its distinctive character and, in consequence, no longer be enforceable
against third parties using that mark without having been granted a licence for the purpose. On this latter
point, DSD states that it was able to defend itself against a competitor, Vfw, which clearly intended to make
reference to its waste disposal services by using the similarity of name and image between the trade mark Der
Grüne Pfeil and the trade mark Der Grüne Punkt only by means of an action for termination under Paragraph
14 of the Markengesetz. The operation of the contested decision would make it more difficult to bring actions
for cancellation, prohibitory orders or damages, since the party against whom proceedings were brought could
argue in its defence that the trade mark Der Grüne Punkt had lost its distinctive character.

97 The indiscriminate use of the mark would also have an irreversible adverse effect on the signal effect,
since the final consumer would no longer ever be able to distinguish whether packaging carrying the mark
Der Grüne Punkt should be disposed of in DSD's collection containers or those of a third party.

98 The confusion thus generated in the mind of final consumers would risk jeopardising the efficacy of the
DSD system, as was stated by the Verwaltungsgerichtshof Kassel (Higher Administrative Court, Kassel) in an
order of 20 August 1999, since it is strictly dependent on their cooperation. The adverse effect on the signal
function would cause a drop in the recovery rates laid down by the Law, so that they could no longer be
achieved. In that situation, the authorisation of the DSD system might be revoked (Paragraph 6(4) of the
Ordinance). In that respect, DSD notes that the statutory recovery rate for composite materials, that is, 60%,
was exceeded only by 5% in 2000.

© An extract from a JUSTIS database



62001B0151 European Court reports 2001 Page II-03295 16

That risk of revocation of the authorisation of the system would be one of the essential differences between
DSD and the self-management waste disposal solutions. Indeed, where the self-management waste disposal
solutions do not achieve the statutory recovery rate, they need only obtain a licence subsequently from DSD
(the ninth sentence of Paragraph 6(1) of the Ordinance).

99 Conversely, all the packaging collected by DSD should be recovered even beyond the rates imposed (the
first sentence of point 1(5) of Annex I to Paragraph 6 of the Ordinance). Since as a general rule the costs of
collecting near households exceed the income from the sale of the recycled products, it is important, according
to the applicant, that those rates should not be exceeded to a large extent. The applicant has already faced that
problem with regard to paper and cardboard, even though it is not yet subject to compulsory licensing.

100 It is therefore essential for DSD to continue to monitor the amounts collected in order that the recovery
rates imposed should be achieved without, however, being greatly exceeded. DSD states that the only method
of control consists in the cooperation of the final consumer, since the collection system which it has
established throughout Germany cannot be altered.

101 DSD adds that the indication-of-origin function and the signal effect of the trade mark have already been
affected by media coverage of the contested decision in Germany.

102 Furthermore, simultaneous participation in the DSD system and another dual system, such as that of
Landbell in the Land of Hesse, or a self-management solution would have the inevitable effect of
compromising the indication-of-origin function and the signal effect of the trade mark.

103 Noting that, in the first situation, authorisation of Landbell's dual system by the Land of Hesse authorities
is imminent, DSD points out that a product collected by the Landbell system in that Land and, outside that
Land, by the DSD system, will have to carry - at federal level and uniformly - the trade marks Der Grüne
Punkt and Landbell-Baum (Landbell tree). The affixing of both those trade marks on the same product would
inevitably create confusion in the mind of the consumer who lives in the Land of Hesse and of the consumer
who lives outside it.

104 As regards the second situation - the self-management solution for taking back sales packaging bearing
the mark Der Grüne Punkt - the applicant refers to the consequences of the contested decision. Thus, a chain
of chemist shops has already called on its suppliers of branded goods, like Procter &amp; Gamble or Glaxo
SmithKline, carrying the logo Der Grüne Punkt, to have their packaging disposed of by a self-management
waste disposal solution.

105 DSD takes the view that those manufacturers will act in that way in the short term, a fortiori because
they are able for the first time to benefit from the two fundamental advantages of the trade mark Der Grüne
Punkt, without participating in the DSD system. First, the special respect accorded to packaging to which the
logo is affixed (judgment of the Landgericht Hamburg) constitutes a significant advantage for the
manufacturers of branded goods. Secondly, manufacturers and distributors can work on the assumption that,
owing to the signal effect of the trade mark Der Grüne Punkt, a significant number of consumers will not
return the packaging to the shop because of the misleading marking, although the packaging ought to be
disposed of by a group of undertakings participating in a self-management waste disposal solution near the
shops. The accumulation of waste in the shop, which is undesirable for the manufacturers and distributors of
branded goods, is thus avoided with the help of marking which is objectively false, misleading and in breach
of the Ordinance.

106 Other distributors, such as Aldi, Tengelmann or Rewe, are on the point of following that example because
of the attractive rates charged by the self-management waste disposal solutions.

107 The result is that, in the short term, consumers are going to be faced with the fact that they will be
buying - as they have done up to now - goods carrying the mark Der Grüne Punkt in large
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retail chains, but will be informed, for the first time, in the shop, by means of clearly visible, legible notices,
that the packaging must be returned to the shop. Indeed, the requirement to provide information under the
third sentence of Paragraph 6(1) of the Ordinance also applies when packaging, although (incorrectly) labelled
with the trade mark Der Grüne Punkt, is not covered by the DSD system and is to be disposed of by a group
of undertakings participating in a self-management waste disposal solution. DSD considers that the
contradictory information given to the consumer will in the short term lead to the complete dilution of the
trade mark and will reduce its significance to merely indicating a collection option (recital 146 of the
contested decision) with no indication-of-origin function or signal effect in respect of the disposal channel
envisaged for specific packaging.

108 Finally, in implementation of Article 5(2) and (3) of the contested decision, DSD points out that it will
not be able to request proof that the recovery rates have been achieved in one way or another, to use the
terminology of the Minister for the Environment of the Land of Rhineland-Palatinate, for the quantities of
packaging carrying the mark Der Grüne Punkt disposed of by a self-management solution, until 1 May in the
year following the announcement that the said rates have been achieved. The arbitrariness to which DSD is
thus exposed is also demonstrated by the first letters announcing departure from the system.

- Non-quantifiable nature of the damage

109 Immediate application of Article 3 of the contested decision would have serious and irreparable
consequences, because it would not be possible to put a figure on the material and non-material damage
suffered (Van den Bergh Foods v Commission, paragraph 65), in particular that relating to the destruction of
the indication-of-origin function and the signal effect of the mark Der Grüne Punkt.

110 It would also be very difficult to establish that the loss of authorisation, owing to a drop in the collection
results, would be the consequence of misleading marking and dilution of the trade mark.

Balance of interests

111 DSD considers that the Commission has no overriding interest in having the infringements established
brought to an immediate end where the national market is shared.

112 Indeed, the rule stated in Article 4(1) of the Agreement has been laid down since 1991 and the
Commission, which has been aware of it since the notification of 2 September 1992, issued a favourable
opinion (see paragraph 29 above), a fact which should be taken into account when the competing interests are
weighed up (Van den Bergh Foods v Commission, paragraph 69).

113 Furthermore, the contested decision raises difficult questions with regard to the scope of Article 82 EC,
consideration of which is a matter for the Court when giving judgment on the substance of the case (order in
RTE and Others v Commission, cited above, paragraph 14). Thus, in the press release on the contested
decision, the Commission conceded that DSD could not easily assess, on the basis of previous decisions of the
Commission or the European Court of Justice, the compatibility of its behaviour with the competition rules of
the Treaty.

114 The contested decision is at variance with the judgment of 11 August 1998 of the chamber of the
Oberlandesgericht, Düsseldorf, with jurisdiction in the field of agreements, decisions and concerted practices,
in which a claim of infringement of the rule referred to by the Commission was expressly rejected on the
ground that the payment scheme takes account of the legitimate interests of the parties to the Agreement. In
such cases, the applicant's interest in suspension predominates as a matter of principle, in order to avoid a
state of legal uncertainty until the outcome of the proceedings in the main action (Van den Bergh Foods v
Commission, paragraph 74).
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115 Finally, it would be acceptable for users of the logo Der Grüne Punkt to use the waste disposal services
of DSD's competitors without using its trade mark. As for the public interest, that argues against the
destruction of the trade mark, which is essential for meeting the objectives of the Ordinance, namely to
prevent production of waste and to recover waste as well as to reduce the burden on the public waste disposal
system.

Arguments of the Commission and the parties supporting it

Prima facie case

116 As a preliminary point, the Commission claims that the application for interim measures is essentially
devoted to the alleged effects of the immediate operation of the contested decision on DSD's legal position as
owner of the trade mark Der Grüne Punkt.

117 The Commission structures its argument into four points. It maintains, firstly, that the applicant's practice
is not compatible with Article 82 EC, secondly, that the contested decision does not hinder the proper working
of DSD's system, thirdly, that the contested decision does not restrict DSD's rights over the trade mark Der
Grüne Punkt and, fourthly, that the alleged signal effect of the trade mark is unimportant.

118 In the first place, the Commission points out that it is the terms of the Agreement governing the licence
fee which constitute the abuse. More specifically, the abuse consists in the fact that the applicant requires
participants in its system to affix its logo to packaging which might use its exemption service while receiving
a licence fee for all packaging carrying its logo, even if it is established that its services are not used for
certain quantities of that packaging. The applicant is thereby abusing its dominant position by invoicing the
undertakings subject to the Agreement for a service with which it does not provide them.

119 The applicant is also unlawfully obstructing the entry of competitors into the market, since by introducing
the obligation to pay for all packaging bearing its logo it makes it financially uninteresting to use the services
of competing companies for certain quantities of packaging: indeed, an undertaking subject to the Agreement
either pays twice for those quantities of packaging or has to allow for different packaging and different
distribution channels. In that case, it cannot benefit from the potential which a single type of packaging on a
European scale represents on the national market.

120 Under Article 3 of the contested decision, DSD is prohibited from charging a licence fee in respect of the
quantities of packaging for which the exemption service offered by the applicant is not used, even if that
packaging bears the logo Der Grüne Punkt. That solution stems from the fee-charging terms established by the
applicant. Given that it requires its participants to use the logo Der Grüne Punkt and that, in order to calculate
the amount of the licence fee, it takes as a basis the extent to which the mark is used, any corrective measure
must take account of the fact. The contested decision is even based on the Agreement which provides, in the
second sentence of Article 4(1), that there may be exceptions to the requirement to pay a licence fee, even if
the logo is used.

121 The existence of the abuse is demonstrated by the fact that an increase in distribution channels and
packaging is not economically worthwhile in the situations to which the contested decision refers. The
applicant's objection on that point is unfounded, since the examples it provides are not covered by the
contested decision. Furthermore, such an increase would be absurd in the light of the objective of the
Ordinance, because it would become impossible to monitor the use to which the final consumer puts one kind
of packaging or the other.

122 The applicant itself concedes that, if packaging is uniform in design, selective marking is
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not possible. Accordingly, the supplementary agreement to the Agreement concerning the sales packaging of
office goods contains the following observation:

Packaging bearing the trade mark "Der Grüne Punkt" is found in the possession of the private final consumer
within the meaning of Paragraph 3(10) of the Ordinance [...] as well as of the specialised wholesale trade
(particularly commercial centres specialising in office furniture, computer engineering companies, office
machine specialists or office furniture shops) and of direct distributors. For technical and logistical reasons, it
is impossible for a participant to arrange the marking and marketing of his packaging so as to ensure that the
use of the trade mark corresponds, to the extent he would wish, to the place in which used packaging is
deposited.

123 In the second place, the Commission disputes the applicant's statement that it is appropriate to link the
licence fee to the amount of packaging carrying the mark and not to the amount of packaging actually
collected, so that that rule does not constitute an abuse.

124 First of all, neither of the two arguments raised to substantiate the claim that it is impossible to
implement the contested decision is persuasive.

125 As regards the first argument, that the current rule on marking avoids confusion, the Commission
contends that the contested decision does not in any sense infringe the requirement of transparency established
in the Ordinance. In that regard, the Commission, noting that the applicant's statement refers exclusively to the
Group II cases of the said decision (namely, the existence of competing self-management solutions), points out
that the polluter pays principle transposed by the Ordinance applies to quantities of packaging, not to specific
packaging. The main thing is to furnish proof that certain quantities of packaging are subject to recycling. In
order to substantiate its incorrect statement, that the obligation - which it assumes exists - to mark packaging
stems from the Ordinance, the applicant cites misleading references from various documents relating to the
applicable rules.

126 With regard to the second argument, relating to the criterion for invoicing the services, the Commission
points out that the declared aim of the applicant's licence fee scheme is solely to cover the costs of operating
the system (Article 5 of the Agreement). Now, in the specific cases referred to in the contested decision, the
link between the service and the licence fee is already unbalanced for the simple reason that there is some
packaging for which the applicant does not provide the exemption service but nevertheless receives a licence
fee. The applicant does not put forward any convincing argument to explain why it cannot calculate the
licence fee according to the amount of packaging for which its service of assuming the packaging disposal
obligation is actually used.

127 The applicant claims only that the Commission requires invoicing based on the disposal service actually
provided. That statement is incorrect, because the contested decision provides for invoicing based on the
quantity of packaging for which the participant uses the exemption service. That quantity could easily be
determined. Indeed, the undertaking subject to the Agreement should inform the applicant of the amount of
packaging for which it wishes to use the exemption service. Practical reasons do not therefore justify invoicing
according to the amount of packaging carrying the logo Der Grüne Punkt.

128 The Commission next submits that the observations regarding trade mark law, which are also made by the
applicant for the purpose of showing that the licence fee scheme does not constitute an abuse, are not valid.
The Commission points out that a trade mark serves to distinguish or individualise the origin of goods or
services from a multitude of offers of the same kind and that, within the framework of that distinguishing
role, a trade mark fulfils various subfunctions. Indeed, trade marks can be used to distinguish goods not only
in respect of their origin (a distinguishing function with regard to commercial origin), but also of their quality
inasmuch as they give the user an impression of consistent quality on which he may rely when making his
purchases (function of providing a guarantee
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or of inspiring confidence in the trade mark). This latter function is crucial for collective marks, since it is
impossible to determine with certainty the origin of the goods carrying that trade mark. Furthermore, the trade
mark, almost irrespective of the goods concerned, may have its own power of appeal for the purchaser,
because of its characteristics and renown (the trade mark's advertising function).

129 For the purpose of assessing a possible infringement of the rights of the owner of a trade mark, it is
necessary to identify the specific aim of the protection in question. Community case-law, invoked by the
applicant, guarantees protection of the trade mark's indication-of-origin function. In that regard, the
Commission considers that that function is compromised if the consumer or final user mistakenly attributes the
service he has obtained to the owner of the trade mark unlawfully affixed. On the other hand, the
indication-of-origin function is not adversely affected if the final user of a service is not misled in any way.

130 In the present case, the service provided by DSD consists in releasing producers and distributors from
having to comply individually with their packaging waste take-back and recovery obligations. The clauses
relating to the use of the trade mark Der Grüne Punkt do not therefore concern the essential purpose of the
Agreement. The Commission points out, in that respect, that the amount of the licence fee is determined
solely according to the weight or quantity of the packaging covered by the Agreement. Licence fees are
usually collected with a view to profit in exchange for a licence to use a non-material right and not in
exchange for a service. Indeed, when payment is made for services, the fixing of the licence fee is not
directly linked to the licence to use a trade mark. A licensing agreement which releases the participating
undertaking from its take-back and recovery obligations under the Packaging Ordinance is therefore deflected
from its normal purpose.

131 The Commission refutes the applicant's claims that the consequence of Article 3 of the contested decision
is to impose compulsory licensing on it and to make worthless the indication-of-origin and guarantee function
of its trade mark Der Grüne Punkt.

132 First, it considers that Article 3 of the contested decision does not impose on the applicant compulsory
licensing contrary to Article 21 of TRIPs and the case-law of the Court of Justice. Indeed, the contested
decision has no impact on the number of the applicant's licensees; only manufacturers and distributors who
have concluded an agreement with the applicant will be able to affix the logo Der Grüne Punkt to their
packaging. In any event, Articles 21 and 40(2) of TRIPs, read in conjunction, permit a balance to be sought
between the interests of the owner of the trade mark and the public interest, which means competition free of
distortion.

133 Furthermore, the Commission denies that Article 3 of the contested decision has the effect of requiring
the applicant to grant a licence for no fee. Indeed, in consideration for permission to use a trade mark, the
licensee pays a licence fee, the amount of which may be determined according to the number of products put
into circulation, as a percentage of turnover or on the basis of similar criteria, which make it possible to
assess the economic use which the licensee makes of the trade mark. That calculation may be made a priori
or a posteriori. It follows that, under many calculation methods, account is not taken of all the goods carrying
the trade mark in order to determine the amount of the licence fee.

134 Therefore, the applicant's claim that the decision would lead to a compulsory licence for no fee would be
relevant only if the licence could be divided according to whether or not the packaging concerned is actually
covered by the exemption system. It could only be so divided if it were possible to determine a priori which
packaging is collected by the applicant's system and which is not. However, the consumer is the only person
to decide on the fate of each piece of packaging, and it is only possible a posteriori to find out the actual use
made of the packaging marketed.
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135 Nor would it yet be possible to determine, as regards the grant of the licence, which packaging is actually
collected by the applicant. The use or non-use of the applicant's collection service could be taken into
consideration only at the stage of determining the amount of the licence fee. It cannot therefore be a matter of
granting a licence for no fee for certain packaging: it could at most be considered that some of the packaging
carrying the mark under licence is excluded from the calculation of the licence fee.

136 Secondly, with regard to the indication-of-origin function of the trade mark, the Commission considers
that the applicant's view is too broad. DSD omits to state that the final users of the service it provides are
not, in any case, the final consumers of the packaged product, but the manufacturers or distributors of the
packaging, who are not misled at all. As to the misleading of the final consumers of goods on whose
packaging the logo Der Grüne Punkt is featured, the applicant does not argue this point persuasively. In any
event, the alleged misleading does not constitute an adverse effect on the indication-of-origin function of the
trade mark Der Grüne Punkt. The impact of a trade mark is measured by the way in which it is perceived by
the target group, in the present case the final consumers of consumer goods whose packaging they dispose of
by means of various systems. For the average final consumer, the perception of the trade mark comes down to
the indication that it is possible for the packaging to be disposed of by the DSD system.

137 That finding is based on the observed behaviour of consumers with regard to the disposal of waste, which
can be verified on a daily basis, and also on the assessment of that behaviour by the applicant itself in its
Rules for the Use of the Collective Mark, as regards the impact of the logo Der Grüne Punkt (paragraph 27
above). As for the sole question to which the contested decision relates, in the present case namely whether
the participating undertakings have paid a licence fee in proportion to the amount of waste packaging
collected from them, the consumer is certainly as concerned about that as about other details of the
organisation of the system in question or of other systems.

138 Furthermore, assessments of the trade mark made by the various German courts, when read in their
context, differ from the way they have been presented by the applicant.

139 As to the alleged effects on the guarantee or inspiration-of-confidence function of the trade mark, the
Commission considers that the fact that in certain areas one method of waste packaging disposal is added to
another does not prevent the consumer from disposing of the packaging carrying the trade mark in the
collection containers installed by the applicant. The trade mark's guarantee function would be destroyed only if
packaging covered by another system were not in any case disposed of by the applicant. However, for
practical reasons, that is not the case. According to the Commission, the applicant will continue to dispose of
all packaging carrying the logo Der Grüne Punkt if the consumer chooses that solution. For the consumer, the
mark's guarantee function is therefore not altered.

140 Finally, the signal function of the trade mark Der Grüne Punkt is outside the scope of trade mark law.

Urgency

141 The Commission considers that the condition relating to urgency is not satisfied.

142 First of all, the Commission notes that the applicant does not answer the question concerning the precise
nature of the damage it alleges. It is non-material damage stemming from the alleged deterioration of the trade
mark's functions, and material damage due to the risk of loss of authorisation. The latter is wholly unfounded.
A reduction in the quantities of packaging waste collected would result in less reliance on DSD's exemption
services. Since the recovery rates to be achieved are determined according to the amount of packaging covered
by its own system, the operation of the
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contested decision would not jeopardise the chances of achieving that rate.

143 The applicant's public statements contradict the claim that operation of the contested decision would lead
to the irreversible destruction of its trade mark and would also endanger the overall functional efficacy of its
system. Indeed, in a document entitled Hintergrundinformationen zur Auseinandersetzung zwischen der
EU-Kommission und der Duales System Deutschland AG (Background information about the dispute between
the European Commission and Duales System Deutschland AG) which was broadcast over the Internet and
sent to its participants, the applicant states the following with regard to the consequences of the Decision:

The European Commission has confirmed that an unlimited right of remuneration was attached to all
packaging bearing "Der Grüne Punkt" participating in the DSD system, and that, furthermore, that right was
not be called in question. That affects in particular all packaging sold to final consumers, which represents,
according to the estimates, over 85% of the packaging covered by the DSD system. Consequently, DSD's
basic economic activity is safe.

144 The applicant's conviction shows that the trade mark cannot be of major importance to the operation of
the system. In any event, it is incorrect to state that the logo Der Grüne Punkt is the applicant's only means
of influencing the final consumer's behaviour concerning the disposal of packaging. That statement is not
proved, any more than the applicant's other claims that the contested decision would have an impact on the
amounts of packaging collected, and even that the response to the case in the media - not the Decision itself -
has had the effect of shaking consumer confidence and thus weakening the trade mark.

145 As to the example chosen by the applicant, namely, the system provided by Landbell in the Land of
Hesse, this would not cause the alleged problem of confusion in the mind of consumers owing to the affixing
of two trade marks to the same product, if only because Landbell has and uses the same collection bins as the
applicant. However, even outside the Land of Hesse, the Commission states that it does not understand why
affixing an additional logo, which has practically no significance elsewhere, should create confusion. The
Commission considers that it cannot be inferred from such a situation that the consumer will throw cardboard
packaging into residual waste bins rather than into the paper and cardboard container. If the applicant's
unsubstantiated statement were correct, any other logo used in addition to Der Grüne Punkt would risk
weakening it. However, it is sufficient to look at any ordinary packaging to refute the alleged influence of a
multiplicity of trade marks on consumer behaviour regarding waste disposal. There are ways of influencing
that behaviour other than by using the logo, such as information documents like those distributed by town
councils.

146 The Commission adds that the recovery rates achieved in each case do not necessarily reflect the
collection rates, but simply an economic reality. Indeed, second-rate raw materials derived from composite
materials can only be sold at a loss. In consequence, neither the applicant nor the collection undertakings have
an interest in exceeding the recovery rate by a wide margin. On the other hand, market prices are positive for
paper and cardboard. Thanks to the wording of the service agreements concluded with the collection
undertakings, the applicant is not financially affected if the rates are exceeded because the payments made to
those undertakings are limited. Since market prices are positive, the collection undertakings should not be
financially penalised either.

147 In connection with its observations concerning urgency, the applicant repeated its claim that the operation
of the contested decision would adversely affect its trade mark Der Grüne Punkt. It bases that claim on the
fact that everyone may, freely and irrespective of whether he participates in its system, use the logo Der
Grüne Punkt. However, that is not the case. It is clear, according to the Commission, that the trade mark
cannot be used freely and that it can only be used in the clearly defined cases in which, where packaging is
uniform, the applicant collects part of it and
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proof is required of collection of the remaining part. As has been pointed out, the applicant itself considers
that the Decision will affect 15% of the packaging for which it has concluded agreements.

148 To the extent that the applicant argues, in connection with the condition relating to urgency, that there
has been no abuse of a dominant position, the Commission refers to its arguments relating to the absence of a
prima facie case.

149 The Commission concedes that use of the logo by persons who have not joined the applicant's system or
to whom it has not granted a licence might adversely affect the trade mark. However, the contested decision
would not lead to such use of the logo nor would it prevent the applicant, contrary to what it claims, from
taking steps against any wrongful use.

150 As for the risk, mentioned by the applicant, of cancellation of the mark, it does not exist since the
contested decision does not undermine either the indication-of-origin function as a specific right of protection,
or the guarantee function of the trade mark. The message promoted by the trade mark would be unaltered.

151 The interveners consider that DSD will not suffer serious and irreparable damage if the operation of the
contested decision is not suspended.

152 They share the Commission's assessment, relying on the document broadcast by the applicant on the
Internet.

153 More specifically, Landbell points out that, in the immediate future, it will carry out its activities only in
the Land of Hesse and that its appearance on the market will have a limited effect on competition. It states
that the population of that Land represented some 7.31% of the population of the Federal Republic of
Germany on 31 December 1999 and that the percentage of used sales packaging covered by its system does
not exceed 10% of the total packaging waste.

154 For its part, BellandVision points out that take-back by means of a self-management solution is limited to
a certain volume. Under Paragraph 6(1) of the Ordinance, packaging should in fact be taken back at the place
of sale to the final consumer. That means that collection close to households - by means of yellow bins - is
not possible. Collection by a self-management disposal system is thus limited to cases in which the take-back
of packaging at the actual place of sale to the consumer is possible, which involves between 10% and 15% of
the total volume of packaging.

155 Landbell and BellandVision also maintain that, furthermore, the contested decision will not involve a loss
of profit for DSD.

156 Indeed, although a limited reduction in DSD's turnover may be one effect of competition, a loss of profit
is, on the other hand, ruled out. DSD has, in fact, the contractual guarantee of receiving payment covering
costs. It has even undertaken not to make any profit from its activities. Finally, a reduction in the quantities
of packaging covered by DSD's system automatically leads to a reduction in payment of the undertakings
responsible for disposing of the waste.

157 DSD's activity is not intended to make a profit. Under Article 4(3) of the Agreement, licence fees are
calculated without a mark-up for profit. According to the wording of the Agreement, they are used only to
cover the costs of collection, sorting and recovery and also administrative expenses (system costs). According
to Article 4(3) of the Agreement, licence fees may, furthermore, be increased or reduced in such a way as to
attribute the system costs to the different categories of materials, as far as possible, in accordance with
liabilities.

158 Although as far as revenue is concerned DSD has a guaranteed cover for costs, as far as expenditure is
concerned, each reduction in the quantities of packaging collected under the DSD system is reflected in a
reduction in the payment made to the undertakings responsible for disposing of the waste. Under Article 7.3
of the service agreements concluded with the various undertakings responsible
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for waste disposal, the quantities of packaging to be collected and recovered outside the dual system must
automatically be deducted from the amount for which payment is made. The success of DSD's competitors in
canvassing for customers would thus automatically reduce the burden of costs for DSD by a corresponding
amount.

159 Finally, Landbell and BellandVision point out that, if the action in the main proceedings is upheld, DSD
will recover its monopoly of the market.

Balance of interests

160 The Commission disputes the reasons put forward by the applicant to establish that there is a higher
interest in suspending the operation of the contested decision.

161 Firstly, in response to the argument that the licence fee scheme has existed since 1991, the Commission
states that it has been making its concerns known in that regard since 1997.

162 Secondly, the applicant is not justified in invoking the success of its competitors, since they are only of
minor commercial importance compared with itself. By contrast, the competitiveness of the self-management
collection systems, which is already precarious, would be in jeopardy for, in the event of suspension, potential
customers would remain loyal to the applicant because of the risk of double licence fees. As regards the first
competing exemption system, its future depends on the operation of the contested decision.

163 Thirdly, the contested decision is not at variance with the judgment given by the Oberlandesgericht
Düsseldorf. If it were, it is not specified in what respect that would justify suspension (Case C-344/98
Masterfoods and HB [2000] ECR I-11369, paragraphs 48 and 53). Furthermore, that judgment is not
enforceable and concerns facts which are unconnected with the contested decision, namely the treatment of
part of the packaging in the industry.

164 Vfw and BellandVision point out that the suspension of the operation of the contested decision would
seriously compromise their competitive position since it would have the effect of maintaining the risk of
double invoicing, as a result of payment for the services rendered to customers by each of the interveners and
of the maintenance of the obligation to pay DSD merely for marking the packaging with the trade mark Der
Grüne Punkt.

165 As for Landbell, the suspension of the immediate operation of the contested decision would prevent it
from entering the market in question.

2. Assessment of the President of the Court

Prima facie case

166 The instruction contained in the first paragraph of Article 3 of the contested decision, the suspension of
operation of which is requested in the main proceedings, is worded as follows:

DSD shall undertake vis-à-vis all parties to the Trade Mark Agreement not to charge any licence fee for such
partial quantities of sales packaging carrying the "Der Grüne Punkt" trade mark as are put into circulation in
Germany for which the exemption service referred to in Article 2 of the Trade Mark Agreement is not used
and for which the Packaging Ordinance obligations have demonstrably been fulfilled in another way.

167 Article 3 of the contested decision was adopted pursuant to Article 3(1) of Regulation No 17 (recital 161
of the contested decision). Under that provision, where the Commission finds that there is infringement, in
particular of Article 82 EC, it may by decision require the undertakings concerned to bring such infringement
to an end.

168 It is settled case-law that Article 3(1) of Regulation No 17 may be applied so as to include
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an order directed at bringing an end to certain activities, practices or situations which have been found to be
unlawful (Joined Cases 6/73 and 7/73 Istituto Chemioterapico Italiano and Commercial Solvents v Commission
[1974] ECR 223, paragraph 45, and RTE and ITP v Commission, cited above, paragraph 90), and also at
prohibiting the adoption of similar conduct in the future (Case T-83/91 Tetra Pak v Commission [1994] ECR
II-755, paragraph 220).

169 Furthermore, since Article 3(1) of Regulation No 17 must be applied according to the nature of the
infringement found, the Commission has the power to specify the extent of the obligations incumbent on the
undertakings concerned in order to bring an infringement to an end. Such obligations on the part of
undertakings may not, however, exceed what is appropriate and necessary to achieve the desired aim, namely
to restore compliance with the rules infringed (RTE and ITP v Commission, cited above, paragraph 93, and,
to the same effect, Case T-7/93 Langnese-Iglo v Commission [1995] ECR II-1533, paragraph 209, and Case
T-9/93 Schöller v Commission [1995] ECR II-1611, paragraph 163).

170 In the present case, Article 1 of the contested decision must be interpreted in the light of the statement of
reasons on which it is based (Joined Cases 40/73 to 48/73, 50/73, 54/73 to 56/73, 111/73, 113/73 and 114/73
Suiker Unie and Others v Commission [1975] ECR 1663, paragraph 122), especially recital 163 of the
contested decision according to which:

The infringements consist in the fact that, under the first sentence of Article 4(1) and the first sentence of
Article 5(1) of the Trade Mark Agreement, DSD requires the payment of a licence fee for the total quantity of
sales packaging carrying the trade mark "Der Grüne Punkt" which is put into circulation in Germany even
when the exemption service referred to in Article 2 of the Agreement is used only for partial quantities or not
at all. Although the second sentence of Article 4(1) of the Trade Mark Agreement allows derogations, DSD
has refused to submit commitments for Groups I and II which would have put an end to the abusive situation
and would have been implemented as derogations under the Agreement.

171 Underlying the finding of that infringement is the combined reading of the provisions of the Agreement
stipulating, firstly, that manufacturers and/or distributors who participate in DSD's system are required to
display the logo Der Grüne Punkt on sales packaging intended for national consumption (Article 3(1) of the
Agreement) and, secondly, that the obligation to pay DSD arises merely from the fact of displaying the logo
Der Grüne Punkt on the packaging (Article 4(1) of the Agreement), even when, for a specific part of their
packaging, customers do not use DSD's exemption service.

172 Since DSD is the only undertaking operating an exemption system covering the whole of Germany,
manufacturers and/or distributors would be obliged to use that system. In consequence, they would also be
obliged to display the logo Der Grüne Punkt on all their packaging. Furthermore, economic and technical
reasons and reasons connected with the logistics of distribution would prevent manufacturers and/or
distributors who wished to use the services of another exemption system, if there were one, or those of a
self-management solution for part of their packaging from displaying the logo Der Grüne Punkt only on that
part intended for collection by the operator of the DSD system.

173 Since the obligation to pay DSD arises merely from the marking of the sales packaging and not from the
exemption service actually rendered, manufacturers and/or distributors would be required to pay two licence
fees if they participated simultaneously in the DSD system and a self-management solution or a competing
exemption system, if there were one.

174 The applicant, as it expressly indicated in its application, denies the very existence of the abuse of a
dominant position of which it is accused, even if its application does not seek suspension of the operation of
Article 1 of the contested decision.
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175 It is therefore necessary to examine the lawfulness of the obligations which Article 3 of the contested
decision imposes on the applicant in the light of the finding of abuse of a dominant position. For that purpose
it is necessary first to define the extent of the obligations in question.

176 It is apparent from the wording of Article 3 of the contested decision that, firstly, manufacturers or
distributors who are parties to the Agreement are to display the logo Der Grüne Punkt on all their sales
packaging; secondly, those manufacturers or distributors may use a self-management solution or an exemption
system which is a competitor of the system established by DSD in order to dispose of their sales packaging;
and, thirdly, the licence fee collected by DSD must correspond to the services it actually provides. It follows
that Article 3 of the contested decision has the effect, in particular, of allowing participants in DSD's system
to display the logo Der Grüne Punkt on their sales packaging even though that packaging will not be disposed
of by the DSD system.

177 That possibility of displaying the logo Der Grüne Punkt on sales packaging which will not be collected
by DSD's system and for which no licence fee will be paid to the applicant crystallises the applicant's
objection: DSD's argument is, essentially, that the licence fee scheme is justified by considerations relating to
trade mark law, so that the abuse with which it is charged is not made out. If there is no abuse of a dominant
position, Article 3 of the contested decision is unfounded. More specifically, the applicant considers that to
allow the indiscriminate display of the trade mark Der Grüne Punkt would compromise the indication-of-origin
function and the signal effect of that trade mark and the requirement laid down by the Ordinance that
packaging is to be clearly identified. The contested decision would therefore have the effect of preventing the
final consumer from knowing whether packaging carrying the trade mark Der Grüne Punkt is covered by
DSD's disposal system or that of a third party and, therefore, whether that packaging should be disposed of in
DSD's containers or in those of a third party.

178 The Commission, for its part, considers that the contested decision does not in any sense undermine the
trade mark's indication-of-origin function, since the sole aim of that function is to inform the final consumer
that he may dispose of sales packaging carrying the mark Der Grüne Punkt by means of DSD's system. Since
there is no justification for the licence fee scheme, the abuse is made out and should be brought to an end.

179 In the light of the arguments of the parties taken as a whole, the President of the Court considers that
this case raises mainly the question whether the licensing scheme imposed by the owner of the trade mark
right is justified by the need to preserve the specific subject-matter of that right or, to put it another way,
whether, in the circumstances of the present case, the trade mark right is used by DSD as a means of abusing
its dominant position. It is therefore necessary to assess whether the Commission has established that the
applicant's conduct is not in accordance with the principle of proportionality.

180 Therefore, only if it is proved that the provisions of the Agreement to which the Commission objects go
beyond what is necessary to preserve the essential function of the trade mark right may it be held to be
established that DSD has abused its dominant position vis-à-vis the participants in its scheme.

181 In that regard, it should be noted, first of all, that Article 295 EC provides that [t]his Treaty shall in no
way prejudice the rules in Member States governing the system of property ownership.

182 Furthermore, since a trade mark right is exclusive, its owner is entitled to grant, or to refuse to grant,
authorisation to a third party to exercise that right and, in the former case, to authorise its use in exchange for
the payment of a licence fee. The owner of an intellectual property right therefore has the power to restrict
competition in order to protect the very substance of his exclusive right. Thus, in the Volvo judgment, cited
above, the Court of Justice held (paragraph 8 of the
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grounds) that the refusal of a car manufacturer to grant licences to third parties wishing to compete with it in
the manufacture and sale of protected car body panels cannot in itself constitute an abuse of a dominant
position. A different interpretation would have undermined the specific subject-matter of the intellectual
property right in question.

183 Trade mark rights are, it should also be noted, an essential element in the system of undistorted
competition which the Treaty seeks to establish and maintain (Case C-10/89 Hag GF (Hag II) [1990] ECR
I-3711, paragraph 13). In such a system, undertakings must be able to attract and retain customers by the
quality of their products or services, which is made possible only by distinctive signs allowing them to be
identified (Case C-349/95 Loendersloot [1997] ECR I-6227, paragraph 22).

184 From that point of view, the essential function of the trade mark is to guarantee the identity of the origin
of the marked product to the consumer or end user by enabling him, without any possibility of confusion, to
distinguish the product or service from others which have another origin (see, in particular, Case 102/77
Hoffmann-La Roche [1978] ECR 1139, paragraph 7; Case 3/78 Centrafarm [1978] ECR 1823, paragraphs 11
and 12, and Case C-39/97 Canon [1998] ECR I-5507, paragraph 28).

185 However, the question whether the contractual terms which DSD imposes on the participants in its
system, when use of the logo Der Grüne Punkt does not coincide with the actual use of its exemption service,
are essential to protect the essential function of the trade mark Der Grüne Punkt, as the applicant claims, or
abusive, in that they are unfair within the meaning of Article 82, second paragraph, (a) EC, as the
Commission maintains (recitals 111 to 113 of the contested decision), is a complex matter. It makes it
necessary, in particular, to determine whether the sales packaging carrying that trade mark is actually, in the
mind of the final consumer, linked to the packaging waste disposal service established by DSD. The in-depth
analysis needed to resolve those questions cannot, however, be carried out by the judge hearing the application
for interim measures in an examination of the merits, prima facie, of the action in the main proceedings.

186 In the light of the above, it cannot be considered that the pleas of fact and of law raised by the applicant
are prima facie wholly unfounded.

Urgency and the balance of interests

187 It is apparent from settled case-law that the urgency of an application for interim measures must be
assessed in relation to the necessity for an interim order in order to prevent serious and irreparable damage to
the party applying for those measures. It is for that party to prove that it cannot wait for the outcome of the
main proceedings without suffering damage of that kind (order of the President of the Court of First Instance
in Case T-73/98 R Prayon-Rupel v Commission [1998] ECR II-2769, paragraph 36, and order of the President
of the Court of Justice in Case C-278/00 R Greece v Commission [2000] ECR I-8787, paragraph 14).

188 It is not necessary for the imminence of the damage to be demonstrated with absolute certainty, it being
sufficient to show that damage - especially if its occurrence depends on a series of factors - is foreseeable
with a sufficient degree of probability (order in Commission v Atlantic Container Line and Others, cited
above, paragraph 38, and order of the President of the Court of First Instance in Case T-237/99 R BP
Nederland and Others v Commission [2000] ECR II-3849, paragraph 49). However, the applicant is required
to prove the facts forming the basis of its claim that serious and irreparable damage is likely (order of the
President of the Court of Justice in Case C-335/99 P(R) HFB and Others v Commission [1999] ECR I-8705,
paragraph 67).

189 In the present case, the effect of the immediate operation of Article 3 of the contested decision is that the
participants in DSD's system are no longer required to pay it a licence fee in respect
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of the quantities of sales packaging placed on the market in Germany with the logo Der Grüne Punkt for
which the service providing exemption from the waste take-back and recovery obligations imposed by the
Ordinance is not used and for which the obligations are fulfilled in another way.

190 According to the applicant, if suspension is not granted, its trade mark will be seriously and irreversibly
affected and, as a consequence, the exemption system which it has established will be jeopardised. The
applicant also maintains that the damage suffered is not quantifiable and is therefore irreparable.

191 However, in the present case, no proof has been adduced that DSD's system would be affected. Indeed,
none of the arguments put forward in support of that assertion has been established to the requisite legal
standard.

192 Firstly, it cannot be concluded, as does the applicant, that the risk of cancellation of the trade mark Der
Grüne Punkt, linked to the loss of the distinctive nature of that trade mark, is sufficiently certain. Indeed,
whether such a risk materialises depends on a number of factors and, in particular, on the intensity of the
competition which DSD will face on the market to organise the take-back and recovery of used sales
packaging collected from private consumers in Germany. At this stage, that damage is therefore hypothetical.
Furthermore, the judge hearing the application for interim measures cannot substitute his assessment for that of
the competent national authorities in order to determine, on the basis of the applicable national law alone,
whether the conditions for cancellation of the collective mark are or will be satisfied.

193 Secondly, according to DSD, there is a risk that it will irreversibly lose its right to the trade mark. It
would no longer be able to defend itself in the trade mark sector against other undertakings using the trade
mark Der Grüne Punkt without having been granted licences.

194 In that regard, it should be pointed out that the operation of the contested decision cannot have the effect
stated, since the Commission does not at all dispute that only those who have concluded the agreement with
DSD are entitled to affix the trade mark Der Grüne Punkt to their sales packaging. It follows that the
contested decision does not allow manufacturers or distributers who are not participants in DSD's system to
use the logo Der Grüne Punkt.

195 Furthermore, the applicant does not show in what respect the contested decision would deprive it of its
right to bring a legal action for termination of the use of its trade mark by a third party which had not
concluded an agreement with it.

196 Thirdly, the indiscriminate use of the mark on sales packaging would have an irreversible adverse effect
on the signal effect, since the end user would no longer ever be able to distinguish whether packaging
carrying the mark Der Grüne Punkt should be disposed of in DSD's collection containers or those of a third
party. The adverse effect on the signal effect would have a negative impact on the recovery rates imposed by
the Ordinance, so that they might no longer be achieved. In that situation, the authorisation of DSD's system
might be revoked (Paragraph 6(4) of the Ordinance).

197 Monitoring the quantities of packaging waste collected, which depend on the cooperation of the final
consumer, would be essential if the recovery rates imposed were to be achieved without, however, being
exceeded by a wide margin.

198 The applicant adds that the indication-of-origin function and the signal effect of the trade mark have
already been affected by the media coverage of the contested decision in Germany.

199 Furthermore, simultaneous participation in the DSD system and in another dual system, such as that of
Landbell in the Land of Hesse, or a self-management system, would have the inevitable effect of undermining
the indication-of-origin function and the signal effect of the mark.

200 First of all, it should be noted that the urgency in granting an interim measure must result
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from the effects produced by the contested measure (see, in particular, the order in Free Trade Foods v
Commission, cited above, paragraph 59). Therefore, the response to the contested decision from the German
press and the possible harmful consequences of that for the applicant are irrelevant for the purposes of this
assessment.

201 Also, the damage alleged is not substantiated by the applicant to the degree required to establish urgency.
It has not been proved that the consumer will be affected by the contested decision in such a way that, before
judgment is given in the main proceedings, he is no longer in a position to know in which collection
container the packaging should be left. In that regard, the two groups of cases referred to in the contested
decision must be examined in turn.

202 To the extent that a product carrying the logo Der Grüne Punkt is collected by a self-management
system, the distributor must, according to the Ordinance, inform the consumer that the packaging will be taken
back at, or in the immediate vicinity of, the point of sale by means of clearly visible, legible notices (third
sentence of Paragraph 6(1) of the Ordinance). On that point, DSD states that such information about the
taking-back of sales packaging carrying the logo Der Grüne Punkt is likely to create confusion in the mind of
the consumer. Such a statement is not enough to prove the fact alleged. Indeed, there is nothing to say that
the information clearly indicated on the notices will not be understood or followed by the consumer. It might
equally well be maintained that, conversely, the information given in the shop that packaging carrying the
logo Der Grüne Punkt can be taken back at the point of sale or in the immediate vicinity is conclusive, since
it is always in the distributor's interest for the information which he is legally bound to give the consumer to
be decisive.

203 In so far as the packaging carrying the logo Der Grüne Punkt is to be collected by another exemption
system, the applicant's claims are wholly unpersuasive. In that regard, it should be pointed out that the risk of
confusion in the mind of the consumer is, at this stage, non-existent, since no competing exemption system is
operating at the moment. As was pointed out at the hearing, Landbell's exemption system, whose territorial
cover is restricted to the Land of Hesse, has not yet been approved by the competent authorities under
Paragraph 6(3) of the Ordinance. Also, the applicant's assertion that the affixing of two trade marks to the
same product will create confusion in the mind of consumers in the Land of Hesse since they [may] not
realise that that packaging which also carries the trade mark "Der Grüne Punkt" is not participating in the
DSD system and should not, therefore, be put into DSD's collection containers (loss of the trade mark's
negative appeal function) (point 88 of the application) has no factual basis. On that point, the Commission,
supported by the interveners, clearly stated that the coexistence of two exemption systems in the same
commune is perfectly conceivable. They maintained, without being contradicted by the applicant, that in such
a situation there could be a single collection network for both exemption systems - the same collection
company would then act on behalf of its principals - and that the packaging carrying the trade mark Der
Grüne Punkt and the sign of the other exemption system would therefore be disposed of in the same bins or
containers. This latter circumstance is likely to eradicate, for the consumer in the Land of Hesse, the risk of
any hesitation when disposing of waste. The Commission, in its observations, and the intervener Vfw, at the
hearing, pointed out that there is even less risk of hesitation because the act of disposal depends essentially on
the material in question, which is confirmed by the large number of containers which do not carry the logo
Der Grüne Punkt but only information about the kind of material which should be deposited in them.

204 With regard to the alleged confusion in the mind of consumers living outside the Land of Hesse, the
applicant maintains that they will not know whether packaging carrying (as well as the trade mark "Der Grüne
Punkt") another mark - with which they are unfamiliar - (Landbell-Baum) is participating in the DSD system
and should therefore be put into DSD's collection containers (not into those for residual waste) (point 88 of
the application). It is sufficient to point out that consumers
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living outside the Land of Hesse will not be able to have any doubt that packaging bearing the logo Der
Grüne Punkt should be disposed of in a container covered by the DSD system, since the competing exemption
system, once it has been approved, will not provide the exemption service outside the Land in question, at
least for the present.

205 Since the alleged confusion has not been adequately substantiated, there is no need to assess the impact
of that confusion on the recovery rate per material, with which DSD has to comply. However, two
observations should be made. Firstly, the consumers' cooperation, on which the functioning of the exemption
system depends, may be obtained not only by affixing the logo Der Grüne Punkt on sales packaging, but also
by other means such as disseminating targeted information designed to appeal to them. Secondly, DSD's
compliance with the recovery rates is verifiable for packaging emanating from manufacturers or distributors
who participate in its system (point 1(1) of Annex I to Paragraph 6 of the Ordinance), so that the
consequence of their participation in that system in respect of a lesser quantity of their packaging is that the
recovery rate with which DSD must comply will be assessed in the light of that quantity alone.

206 Fourthly, the applicant maintains that, if the operation of the contested decision is not suspended, it will
face decisions taken arbitrarily by the participants in its system, since they would be free to decide the
amount of packaging to be collected by its system.

207 However, the obligations which the Ordinance imposes on manufacturers or distributors who wish to
organise, pursuant to Paragraph 6(1) and/or (2) of the Ordinance, the take-back and recovery of part of their
sales packaging prevent the conclusion that DSD is put in the position of legal uncertainty which it describes.
Indeed, a manufacturer or distributor who decides to limit his use of the exemption service to a certain
percentage of those products is required, under Paragraph 6(1) and/or (2) of the Ordinance, to arrange
take-back and recovery for the remaining percentage. In that situation, a particular obligation is imposed on
those intervening in the distribution chain and, in fine, on the vendor who is required to point out, by
appropriate labelling, that the product will be taken back at the place of delivery. It is for the producer to
impose the contractual requirement on its distributors to take back sales packaging. Furthermore, a
manufacturer or distributor who organises the take-back and recovery of packaging is required to comply with
the recovery rates, since non-compliance is sanctioned by the legal requirement to use an exemption system
(ninth sentence of Paragraph 6(1) and last sentence of Paragraph 6(2) of the Ordinance).

208 Finally, to the extent that the applicant's argument may be understood to mean that there is a risk of
abuse on the part of the participants in its system, since their packaging would continue to be collected by its
system beyond the agreed percentage, it must be pointed out that, in spite of the legal obligation to comply
with the recovery rates imposed on manufacturers and distributors arranging for collection of their packaging
pursuant to Paragraph 6(1) and (2) of the Ordinance, it is likely that DSD will actually have to collect and
dispose of a surplus amount of sales packaging. None the less, it cannot be inferred from that that the
collection and disposal service provided by DSD for that surplus will not be remunerated.

209 Indeed, non-compliance with recovery rates by manufacturers and distributors arranging for collection of
their packaging pursuant to Paragraph 6(1) and (2) of the Ordinance has as a consequence, in the current state
of competition on the market, that the quantity of packaging which they have not collected has been collected
under the DSD system. It is apparent from point 3(5) of Annex I to Paragraph 6 of the Ordinance that [a]n
operator of an [exemption] system may invoice manufacturers and distributors who do not participate in the
system for the costs of sorting, recovery and disposal of the waste which they have put on the market and
which is disposed of by the system. Furthermore, the contested decision provides that a participant in DSD's
system may be required to provide, at DSD's request, proof that it is actually using DSD's services only for
the percentage stated
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(recital 167 and Article 5 of the operative part). If proof is not adduced that the obligations imposed by the
Ordinance are fulfilled in another way for the sales packaging placed on the market in Germany with the logo
Der Grüne Punkt, for which the applicant's services are not used, it would be reasonable for the undertaking
concerned to pay the financial consideration due to DSD. Finally, an additional means of checking that the
participant in the DSD system does not use DSD's services beyond the agreed percentage is expressly
provided for in the Agreement, Article 8 of which, entitled Opportunities for monitoring by Duales System,
provides, in paragraphs 1 and 2:

(1) If Duales System has reasonable doubt as to whether the information provided or payments made by the
user of the logo are correct or complete, it may, after prior agreement regarding the date, have the returns
and payments made by the user of the logo during the statement period of the two previous years inspected
by an auditor, a certified chartered accountant or a tax consultant, authorised and subject to the duty of
discretion and confidentiality. The agent is also authorised to carry out an inspection in accordance with the
following provisions if the user of the logo has not made a return or payment.

(2) Duales System's agent is authorised to enter the premises of the user of the logo and to consult all the
relevant documents. The user of the logo must require its employees to furnish the agent with correct and
complete replies. The user of the logo must put the agent in touch with the appropriate people.

210 At the hearing, DSD also claimed that, if suspension is not granted, its situation will deteriorate due to
the conjunction of two factors, namely the reduction in licence fees and the retention of high fixed costs made
up of the payment of the collection companies for the services they provide, even if the waste collected is not
covered by its disposal system.

211 However, it is necessary to point out, with regard to the first part of that claim, that the extent of the
reduction in licence fees depends on the intensity of the competition which the self-management systems and
other possible exemption systems give DSD on the market concerned, which is not currently foreseeable with
a sufficient degree of certainty. As regards the second part of the claim, the fact remains that the applicant
has not provided any credible evidence and that, at the hearing, the interveners claimed, without being
contradicted by the applicant, that the provisions in the service agreements concluded between DSD and the
service providers concerned stipulate that the payments made to them may be amended if changes are
ascertained in the quantities of waste collected.

212 In the light of the above, it must be held that the conditions for materialisation of the damage relating to
the undermining of the functioning of DSD's system are not adequately substantiated. Although they must be
interpreted in the light of the aims pursued, the applicant's public statements relating to the effects of the
contested decision (paragraph 143 above) support that conclusion.

213 Lastly, it must be pointed out that, if the application on the substance were allowed, DSD would again be
in the position which it occupied on the market before the contested decision was adopted. It cannot therefore
be considered that the situation created on the market by that decision is irreversible.

214 Furthermore, the reduction in licence fees which might be the consequence of the operation of the
contested decision - and which has been held to be inadequately substantiated - is damage of a pecuniary
nature. Such damage cannot, save in exceptional circumstances, be regarded as irreparable or even as reparable
only with difficulty, since it can be the subject of subsequent financial compensation (orders of the President
of the Court of Justice in Case C-213/91 R Abertal and Others v Commission [1991] ECR I-5109, paragraph
24, and Case C-471/00 P(R) Commission v Cambridge Healthcare Supplies [2001] ECR I-2865, paragraph
113; order of the President of the Court of First Instance in Case T-339/00 R Bactria Industriehygiene-Service
v Commission [2001] ECR II-1721, paragraph 94).
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In accordance with those principles, an interim measure would be justified if it appeared that, if it were not
granted, the applicant would be put in a position likely to jeopardise its existence before a final judgment was
given in the main proceedings (see, in particular, order of the President of the Court of First Instance in Case
T-53/01 R Poste Italiane v Commission [2001] ECR II-1479, paragraph 120). In the present case, the applicant
has not managed to show that the adverse effect on its financial situation would be such that it would be
unable to pursue its activity until final judgment in the main proceedings. In that context, it should also be
pointed out that, according to its statutes, DSD has the sole aim of achieving the national objectives designed
to avoid and reduce waste and must not distribute profits, which is supported by the first indent of Article
4(3) of the Agreement (paragraph 25 above). Finally, it must be added that the pecuniary damage consisting
of the reduction in the licence fees could be quantified by calculating the difference between the amount of
the fees owing to DSD for all the sales packaging carrying the logo Der Grüne Punkt placed on the market in
Germany during the period from the date of adoption of the contested decision to any judgment annulling that
decision and the amount of the licence fees actually received by DSD, in accordance with the contested
decision, during the same period.

215 It follows from the above that the applicant has not managed to prove that, if the measure requested were
not granted, it would suffer serious and irreparable damage.

216 In any event, even if the alleged damage could constitute serious and irreparable damage, the balancing
of, on the one hand, the applicant's interest in obtaining the interim measure sought and, on the other, the
public interest in the operation of a Commission decision adopted under Article 82 EC and the interests of the
interveners, which would be directly affected by any suspension of the contested decision, results in the
rejection of this application.

217 Admittedly, it was not easy to assess the compatibility of DSD's conduct with the provisions of Article
82 EC, as the Commission conceded in the press release of 20 April 2001 regarding the contested decision
and as the President of the Court himself has previously stated. That difficulty of assessment is undeniably
confirmed by the favourable attitude with which the Commission had initially viewed the Agreement, stating
in a notice pursuant to Article 19(3) of Regulation No 17 its intention to give a favourable opinion on the
agreements which had been notified to it by DSD (paragraph 29 above).

218 On the other hand, it is pointless for the applicant to invoke the order in Van Den Bergh Foods v
Commission, cited above, in which the President of the Court took into account the general principle of legal
certainty in order to restrict as far as possible a contradiction in the application of the Treaty's competition
rules by the national court and by the Commission. Indeed, even if the judgment of the Oberlandesgericht
Düsseldorf of 11 August 1998, invoked by the applicant, and the contested decision relate to identical facts,
which the Commission disputes, the Court of Justice has ruled that, in order to fulfil the role assigned to it by
the Treaty, the Commission cannot be bound by a decision given by a national court in application of Articles
81(1) EC and 82 EC (Masterfoods and HB, cited above, paragraph 48).

219 As regards the alleged adverse effect of the contested decision on the trade mark right, that effect, in the
present case, does not consist in the obligation to grant licences to use the trade mark Der Grüne Punkt to
DSD's competitors on the relevant market, but in the affixing of that trade mark to the sales packaging of the
undertakings which have concluded an agreement with DSD and which, in spite of that, might not use its
exemption services.

220 In those very particular circumstances, the public interest in respect for the right to property in general
and intellectual property rights in particular, as expressed in Articles 30 EC and 295 EC, cannot prevail over
the Commission's interest in bringing an immediate end to the infringement of Article 82 EC which it
considers it has established and, accordingly, in introducing favourable
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conditions for the entry of DSD's competitors into the market concerned.

221 With regard to this latter point, it is necessary to point out that the competition between the
self-management systems - in which Vfw and BellandVision, which is responsible for the disposal service as
operations auxiliary for the purpose of Paragraph 11 of the Ordinance, have a direct interest - and DSD's
system is limited. Indeed, in the case of self-management systems, the recovery rates imposed by the
Ordinance can be achieved only by taking back packaging at the point of sale or in the immediate vicinity, a
fact which was confirmed on 20 August 1999 by the Verwaltungsgerichtshof Kassel.

222 Also, it must be stated that there is currently no competition at all between exemption systems. As for the
appearance of a second dual system (Landbell's), whose authorisation is imminent, that depends largely on the
operation of the contested decision.

223 Finally, selective marking of packaging depending on its destination, consisting in affixing the trade mark
Der Grüne Punkt to certain packaging of a product and not to other packaging of the same product, seems not
always to be possible, as is evidenced by at least one agreement concluded between DSD and one of its
participating undertakings (paragraph 122 above).

224 Since the condition relating to urgency has not been fulfilled and the balance of interests leans in favour
of not granting suspension of the contested decision, this application must be dismissed.
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Order of the President of the Court of First Instance
First InstanceFirst Instance2000.

Institute of Professional Representatives before the European Patent Office v Commission of the
European Communities.

Competition - Application for interim relief - Suspension of operation of a measure - Urgency - None.
Case T-144/99 R.

Applications for interim measures - Suspension of operation of a measure - Interim measures - Conditions for
granting - Urgency - Serious and irreparable damage - Burden of proof

(Arts 242 and 243 EC; Rules of Procedure of the Court of First Instance, Art. 104(2))

$$The urgency of an application for interim measures must be assessed in relation to the necessity for an
interim order to prevent serious and irreparable damage to the party applying for those measures. It is for the
party seeking suspension of the operation of an act to prove that it cannot wait for the outcome of the main
proceedings without suffering damage of that kind.

In order be able to determine whether the damage which the applicant fears is serious and irreparable and
therefore provides grounds for, exceptionally, disapplying the contested decision, the judge hearing the
application must have hard evidence allowing him to determine the precise consequences which the absence of
the measures applied for would in all probability entail.

(see paras 42-43 )

In Case T-144/99 R,

Institute of Professional Representatives before the European Patent Office, established in Munich (Germany),
represented by R. Collin and M.-C. Mitchell, of the Paris Bar, with an address for service in Luxembourg at
the Chambers of Decker and Braun, 16 Avenue Marie-Thérèse,

applicant,

v

Commission of the European Communities, represented by E. Gippini Fournier, of its Legal Service, acting as
Agent, with an address for service in Luxembourg at the office of C. Gomez de la Cruz, of its Legal Service,
Wagner Centre, Kirchberg,

defendant,

APPLICATION for suspension of operation, as from 23 April 2000, of Article 1 of Commission Decision
1999/267/EC of 7 April 1999 relating to a proceeding pursuant to Article 85 of the EC Treaty [IV/36.147 -
EPI Code of Conduct] (OJ 1999 L 106, p. 14),

THE PRESIDENT OF THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES

makes the following

Order

On those grounds,

THE PRESIDENT OF THE COURT OF FIRST INSTANCE

hereby orders:
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1. The application for interim measures is dismissed.

2. The costs are reserved.

Legal framework

1 The Regulation on the establishment of an Institute of Professional Representatives before the European
Patent Office was adopted by the Administrative Council of the European Patent Organisation (the EPO)
pursuant to Article 134(8)(b) of the Convention on the Grant of European Patents signed in Munich on 5
October 1973 (the Convention).

2 The object of the Institute of Professional Representatives before the EPO (the EPI) is to collaborate with
the EPO on matters relating to the profession of professional representative, which include disciplinary matters
and the European Qualifying Examination, and to promote compliance by its members with the rules of
professional conduct, inter alia through the formulation of recommendations. All persons on the list of
professional representatives before the EPO are members of the EPI. The EPO is required to inform the EPI
of any changes in the list.

3 The profession of professional representative before the EPO is therefore organised and integrated within the
EPI. No distinction is made in the Convention between self-employed patent representatives and those
employed in the patents department of a firm.

4 Pursuant to Article 134(8)(c) of the Convention, the Administrative Council of the EPO, considering it
appropriate to adopt provisions governing the disciplinary powers of the EPI and the EPO in respect of
professional representatives, adopted the Regulation on discipline for professional representatives of 21 October
1977 (the Regulation). Part I of the Regulation lays down Rules of professional conduct, Article 1 of which,
entitled General professional obligations, provides that, in the performance of his duties, a professional
representative is required:

- to exercise his profession conscientiously and in a manner appropriate to its dignity and, in particular, not
knowingly to make any false or misleading statement (paragraph 1);

- to conduct himself in such a manner as not to prejudice the necessary confidence in his profession
(paragraph 2).

5 A professional representative who fails to comply with the Rules of professional conduct may incur one of
the following penalties: a warning, a reprimand, a fine or deletion from the list of professional representatives,
either temporarily or for an indefinite period (Article 4 of the Regulation).

6 Infringements of the Rules of professional conduct may be referred to the EPI Disciplinary Committee, the
EPO Disciplinary Board and the EPO Disciplinary Board of Appeal (Article 5 of the Regulation).

7 The EPI has adopted a Code of Professional Conduct (the Code) pursuant to Articles 1 to 4 of the
Regulation and Article 4(c) of the abovementioned Regulation on the establishment of the EPI.

8 The EPI Council may amend the Code of its own motion, without the need for authorisation by the EPO.

9 The purpose of the Code is to govern the conduct and other activities of the members in so far as such
activities are related to the Convention.

10 The Code, in the version thereof relevant for the present case, that is to say, as amended on 30 September
and 3 October 1997, includes the following provisions:
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Article 2 - Advertisements

(a) Advertising is generally permitted provided that it is true and objective and conforms with basic principles
such as integrity and compliance with professional secrecy.

(b) The following are exceptions to permitted advertising:

(1) comparison of the professional services of one member with those of another;

...

(3) the mention of the name of another professional entity unless there is a written cooperation agreement
between the member and that entity;

...

Article 5 - Relations with other members

...

(c) A member must avoid any exchange of views about a specific case which he knows or suspects is being
handled by another member with the client of the case, unless the client declares his wish to have an
independent view or to change his representative. The member may inform the other member only if the
client agrees.

...

Facts and procedure

11 On 14 October 1997 the EPI notified the Commission of the latest version of the Code, as amended on 30
September and 3 October 1997, with a view to obtaining negative clearance or, failing that, an exemption
from the prohibition of restrictive practices.

12 On 7 April 1999 the Commission adopted Decision 1999/267/EC relating to a proceeding pursuant to
Article 85 of the EC Treaty [IV/36.147 - EPI Code of Conduct] (OJ 1999 L 106, p. 14, hereinafter the
contested decision).

13 Article 1 of the contested decision reads as follows:

Article 85(1) of the EC Treaty and Article 53(1) of the EEA Agreement are, pursuant to Article 85(3) of the
EC Treaty and Article 53(3) of the EEA Agreement respectively, hereby declared inapplicable to the
provisions of the [Code], in the version as adopted on 30 September and 3 October 1997, prohibiting
members from carrying out comparative advertising (Article 2(b)(1) and (3)) and, in so far as it is liable to
make it more difficult to supply services to users which have already been clients of other representatives in a
specific case, to Article 5(c) thereof.

This exemption shall be granted from 14 October 1997 to 23 April 2000.

14 Under Article 2 of the contested decision, the other provisions of the Code were given negative clearance.

15 By application lodged at the Court Registry on 14 June 1999, the applicant brought an action under Article
230 of the EC Treaty for partial annulment of the contested decision, in so far as it relates to Article 2(b)(1)
and (3) and Article 5(c) of the Code (Case T-144/99).

16 By letter of 28 January 2000 the applicant requested the Commission to suspend the effect of the contested
decision pending delivery of the judgment in Case T-144/99.

17 The Commission refused that request by letter of 17 February 2000.

18 By separate document lodged at the Registry on 6 March 2000, the applicant brought the present
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action under Article 242 of the EC Treaty for suspension of operation of Article 1 of the contested decision
as from 23 April 2000.

19 The Commission submitted its observations on the present application for interim relief on 17 March 2000.

20 The applicant submitted its observations in reply to the Commission's observations on 28 March 2000.

21 By letter of 5 April 2000, the Commission submitted its observations in reply to the applicant's final
observations.

Law

22 Under the combined provisions of Articles 242 and 243 EC and Article 4 of Council Decision
88/591/ECSC, EEC, Euratom, of 24 October 1988 establishing a Court of First Instance of the European
Communities (OJ 1988 L 319, p. 1), as amended by Council Decision 93/350/Euratom, ECSC, EEC, of 8
June 1993 (OJ 1993 L 144, p. 21), the Court may, if it considers that circumstances so require, order that
application of the contested act be suspended or prescribe any necessary interim measures.

23 Article 104(2) of the Rules of Procedure provides that applications for interim measures must state the
circumstances giving rise to urgency and the pleas of fact and law establishing a prima facie case for the
interim measures applied for. Those requirements are cumulative, so that an application for suspension of
operation must be dismissed if either of them is not met (order of the President of the Court of First Instance
of 30 June 1999 in Case T-70/99 R Alpharma v Council [1999] ECR II-2027, paragraph 42). In addition, the
Court hearing an application for interim relief must balance the interests at stake (order of the President of the
Court of Justice of 29 June 1999 in Case C-107/99 R Italy v Commission [1999] ECR I-4011, paragraph 59;
orders of the President of the Court of First Instance of 21 July 1999 in Case T-191/98 R DSR-Senator Lines
v Commission [1999] ECR II-2531, paragraph 22, and of 25 November 1999 in Case T-222/99 R Martinez
and de Gaulle v Parliament [1999] ECR II-3397, paragraph 22).

24 It is necessary to ascertain whether those conditions are fulfilled in the present case.

Arguments of the parties

Admissibility

25 The Commission observes that Article 1 of the contested decision will cease to have effect that on 23
April 2000 and is not intended to have legal effect after that date, and also that it is a measure favourable to
the applicant. Consequently, the Commission questions whether the application for interim relief is admissible.

26 In addition, the Commission contends that, in order for the application to have any purpose, it must be
construed as meaning that the applicant is seeking from the Court a declaration which would be treated either
as an exemption granted by the Community judicature or as a sort of provisional negative clearance for the
contested provisions of the Code. The present application seeks the suspension, in relation to the applicant, of
a provision of the EC Treaty, namely the prohibition laid down in Article 81(1) EC. According to the
Commission, it is clear from the relevant case-law that an application for interim relief aimed at obtaining a
provisional authorisation goes further than what the applicant could obtain by means of its main action (order
of the Court of Justice of 12 May 1959 in Case 19/59 R Geitling and Others v High Authority [1960] ECR
34). Thus, according to case-law (order of the President of the Court of First Instance of 7 June 1991 in Case
T-19/91 R Vichy v Commission [1991] ECR II-265, paragraph 20), a decision by the Commission to
withdraw immunity to a fine under Article 15(6) of Regulation No 17 of the Council of 6 February 1962:
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First Regulation implementing Articles 85 and 86 of the Treaty (OJ, English Special Edition 1959-62, p. 87),
does not, in itself, contain any injunction and requires no enforcement. Consequently, the alleged implicit
finding in the contested decision of inconsistency with Article 81(1) EC is likewise incapable of forming the
subject of a measure suspending its operation.

27 The applicant observes that Article 1 of the contested decision produces obvious legal effects which, as
such, may be the subject of an application for suspension of their operation, even if those effects are not
expressly set out. As from 23 April 2000, the applicant will not be able to retain the Code in its present form
without bad faith and without running the risk of a fine.

The existence of a prima facie case

28 The applicant puts forwards, in essence, two pleas in law to show that its claims are prima facie justified.

29 First, it claims that the Commission had failed to fulfil its obligation to provide a statement of reasons and,
thereby, to comply with essential procedural requirements, inasmuch as it has not explained how the inclusion
in the Code of the ban on comparative advertising is contrary to Community law, in particular Article 81 EC,
when Council Directive 84/450/EEC of 10 September 1984 relating to the approximation of the laws,
regulations and administrative provisions of the Member States concerning misleading advertising (OJ 1984 L
250, p. 17), as amended by Directive 97/55/EC of the European Parliament and of the Council of 6 October
1997 (OJ 1997 L 290, p. 18), permits a ban on comparative advertising by the professions.

30 Second, the applicant claims that the Commission has infringed the rules of the EC Treaty, in particular
Article 81, and the rules of law concerning its application, by declaring Article 2(b)(1) and (3) and Article
5(c) of the Code to be contrary to Article 81(1) EC, whereas:

- first, Directive 97/55 expressly provides that comparative advertising may be prohibited in respect of the
professions, which presupposes that such a ban is not contrary to Article 81(1) EC, and

- second, the provisions in question are professional ethical obligations, the objective of which is in the public
interest, and which by their nature constitute an element of competition in accordance with Article 81(1).

31 Alternatively, the applicant claims that the Commission has (1) failed to fulfil its obligation to provide a
statement of reasons and (2) has infringed Article 81(3) EC and Article 8 of Regulation No 17 by exempting
the two contested provisions for a transitional period only so as to enable the applicant to amend the Code,
despite the fact that the conditions for application of Article 81(3) EC had already been fully met.

32 The Commission, observing that the applicant merely refers to the arguments put forward in the main
action, questions whether this is consistent with Article 104(2) of the Rules of Procedure. Since the
application for interim measures does not deal with the question of the prima facie justification for such
measures, the Commission concludes that it is unable to submit more detailed observations on this point.

Urgency

33 According to the applicant, suspension of the operation of Article 1 of the contested decision is a matter of
manifest urgency. The amendments which it is required to make to the Code in order to allow comparative
advertising and the possibility of actively canvassing the clients of other professional representatives would
have irreversible consequences for its members.

34 With regard to competition, the applicant argues that the amendments in question would have the effect of
preventing smaller firms which do not have the necessary financial capacity from resisting

© An extract from a JUSTIS database



61999B0144 European Court reports 2000 Page II-02067 6

comparative advertising and its secondary effect of disparagement. They would also be unable to resist the
active canvassing of clients and to prevent damage to the clients themselves. The amendments would also
have perverse lasting effects in relation to clients, particularly in terms of image.

35 Finally, the applicant refers to the difficulty which the profession would have, once those practices were
taken up, in reverting to the previous situation and the practical impossibility of monitoring such a backward
step, particularly because of the widespread geographical dispersal of professional representatives.

36 The applicant concludes that the amendments to be made to the Code have a manifestly adverse and
irreparable effect on the interests of the profession which it represents, and that the interests of the public are
also affected because of the virtual impossibility of checking the truth of such advertising.

37 The Commission considers that the criterion of urgency has not been fulfilled, because of the period which
has elapsed between the adoption of the contested decision and the lodging of the present application for
interim measures. During that period, the applicant could have adopted new rules consistent with Article 81(1)
EC or notified the Commission of rules which would have met the exemption conditions for a longer period,
or it could have requested a renewal of the exemption.

38 The Commission concludes that, even assuming that a situation of urgency exists, it is due to the
applicant's failure to act.

39 As regards the risk of serious and irreparable damage, the Commission submits that no proof of this has
been adduced by the applicant.

Assessment by the Court

40 It is necessary to begin by considering the criterion of urgency, as the question of the admissibility of the
present application may be left aside.

41 First of all, it must be observed that an applicant's interest in obtaining the measures sought is of particular
importance in proceedings for interim relief.

42 It is settled case-law that the urgency of an application for interim measures must be assessed in relation
to the necessity for an interim order to prevent serious and irreparable damage to the party applying for those
measures. It is for the party seeking suspension of the operation of an act to prove that it cannot wait for the
outcome of the main proceedings without suffering damage of that kind (order of the President of the Court
of First Instance of 9 August 1999 in Joined Cases T-38/99 R to T-42/99 R, T-45/99 R and T-48/99 R
Sociedade Agrícola dos Arinhos and Others v Commission [1999] ECR II-2567, paragraph 42).

43 In order be able to determine whether the damage which the applicant fears is serious and irreparable and
therefore provides grounds for, exceptionally, disapplying the contested decision, the judge hearing the
application must have hard evidence allowing him to determine the precise consequences which the absence of
the measures applied for would in all probability entail (order of the President of the Fourth Chamber
(Extended Composition) of the Court of First Instance of 2 April 1998 in Case T-86/96 R Arbeitsgemeinschaft
Deutscher Luftfahrt-Unternehmen and Hapag-Lloyd v Commission [1998] ECR II-641, paragraph 64, and the
order of the President of the Second Chamber of the Court of First Instance of 16 July 1999 in Case
T-143/99 R Hortiplant v Commission [1999] ECR II-2451, paragraph 18).

44 As regards the applicant's assertion that the changes to be made to the Code would have irreversible
consequences for competition, including in particular the exclusion of small firms, the applicant has furnished
no evidence to justify the grant of interim measures. It has produced no economic or accounting data relating
to the firms in question which would enable the judge hearing the interlocutory
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application to make a sufficiently well-founded prognosis himself as regards their being barred from competing
(order of 2 October 1997 of the President of the Court of First Instance in Case T-213/97 R Eurocoton and
Others v Council [1997] ECR II-1609, paragraph 47).

45 With regard to the allegedly irreversible consequences in relation to clients, particularly so far as image is
concerned, and the allegedly adverse effect on the public interest in general, it must be observed that the
contested decision states (paragraph 48) that the Commission fixed a transitional period to enable
representatives to adapt gradually to the new situation and to avoid the risks of confusion for users, which are
liable to damage the image that professional representatives give to the institutions before which they represent
their clients and that such risks could result from too sudden a transition. However, the applicant has adduced
no hard evidence to show that the temporary exemption concerning the two contested provisions of the Code
is likely to cause serious and irreparable damage in relation to clients, although a transitional period of more
than one year was allowed. Furthermore, the applicant has not explained why that period was not used to seek
a renewal of the exemption at issue or to adapt to the contested decision.

46 Finally, by referring, without further reasons, to the alleged difficulty which the profession would have,
once the changes were made to the Code, in reverting to the previous situation and the virtual impossibility of
monitoring such a backward step, particularly because of the widespread geographical dispersal of professional
representatives, the applicant has likewise not shown the existence of serious and irreparable damage.

47 It follows from the foregoing that the applicant has not succeeded in showing that it would suffer serious
and irreparable damage if the interim measures were not granted.

48 Consequently, the application for interim relief must be dismissed, without their being any need to consider
whether the other criteria for the suspension of operation are fulfilled.
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Judgment of the Court of First Instance (Second Chamber)
First Instance (Second Chamber)First Instance (Second Chamber)2001. Institute of Professional

Representatives before the European Patent Office v Commission of the European Communities.
Competition - Article 85 of the EC Treaty (now Article 81 EC) - Professional code of conduct - Ban on

comparative advertising - Supply of services. Case T-144/99.

1. Competition - Community rules - Scope ratione materiae - Rules of professional conduct organising the
exercise of a profession - Included - Comparative advertising as between professional representatives before
the European Patent Office

(Art. 81(1) EC; Code of Professional Conduct for Representatives before the European Patent Office, Art.
2(b))

2. Competition - Agreements, decisions and concerted practices - Prejudicial to competition - Code of
Professional Conduct for Representatives before the European Patent Office - Rule of professional conduct
prohibiting an exchange of views with a client on the initiative of another representative - Not prohibited

(Art. 81(1) EC; Code of Professional Conduct for Representatives before the European Patent Office, Art.
5(c))

3. Competition - Agreements, decisions and concerted practices - Prohibition - Exemption - Duration

(Art. 81(3) EC)

4. Community law - Principles - Rights of defence - Principle of the right to a fair hearing - Observance in
the context of judicial proceedings - Scope - Difference in relation to administrative proceedings in
competition matters

1. The mere fact that rules which organise the exercise of a profession are classified as rules of professional
conduct by the competent bodies does not mean that they fall as a matter of principle outside the scope of
Article 81(1) EC.

Only an examination on a case-by-case basis permits an assessment of the validity of such rules under Article
81(1), in particular by taking account of their impact on the freedom of action of the members of the
profession and on its organisation and also on the recipients of the services in question.

In that connection, Article 2(b)(3) of the Code of Conduct for Professional Representatives before the
European Patent Office, which prohibits only the mention of the name of another professional entity unless
there is a written cooperation agreement between the member and that entity, and thus seeks only to ensure
that a professional representative does not rely unduly on professional relationships, does not constitute a
restriction of competition and is not therefore incompatible with Article 81 EC, in so far as it prohibits
advertising comparing professional representatives.

However, the simple prohibition of comparative advertising provided for by Article 2(b)(1) of that Code of
Conduct restricts the ability of more efficient professional representatives to develop their services, with the
consequence, inter alia, that the clientele of each professional representative is crystallised within a national
market.

Where it is not shown that the absolute prohibition of comparative advertising is objectively necessary in
order to preserve the dignity and rules of conduct of the profession concerned, the lawfulness of a decision of
the Commission concluding that such a prohibition falls within the scope of Article 81(1) EC cannot be
challenged.

(see paras 64-65, 70-71, 74-75, 78-79 )
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2. Article 5(c) of the Code of Professional Conduct for Representatives before the European Patent Office
does not prohibit the offer of services, nor does it prohibit a representative, when approaching the client of
another representative, from providing any information relating, in particular, to his experience, his skills, his
training or his fees or an exchange of views, even on a specific case, if the client declares his wish to have
an independent opinion or expresses his intention to change representatives. It prohibits only an exchange of
views with a client on the initiative of a representative about a specific case which has been terminated and
which was handled by another representative, and that prohibition can be lifted by the client.

The objective pursued by Article 5(c) is to prevent a representative, when offering services to a client, from
discrediting a fellow professional by questioning his conduct of a case which has been terminated. It does not
constitute a restriction of competition within the meaning of Article 81(1) EC.

(see paras 95-96, 98-99 )

3. The duration of an exemption under Article 81(3) EC must be sufficient to enable the beneficiaries to
achieve the benefits justifying such exemption.

(see para. 129 )

4. Although the Commission's failure to disclose the opinion delivered by the Advisory Committee on
Restrictive Practices and Dominant Positions is not contrary to the principle of the right to a fair hearing in
the administrative stage of a proceeding pursuant to Article 81 EC, nevertheless, except in exceptional
circumstances, parties to judicial proceedings cannot, without infringing the adversarial principle, base their
claims on documents which they cannot adduce as evidence.

(see para. 133 )

In Case T-144/99,

Institute of Professional Representatives before the European Patent Office, established in Munich (Germany),
represented by R. Collin and M.-C. Mitchell, Avocats, with an address for service in Luxembourg,

applicant,

v

Commission of the European Communities, represented by E. Gippini Fournier, acting as Agent, with an
address for service in Luxembourg,

defendant,

APPLICATION for annulment of Commission Decision 1999/267/EC of 7 April 1999 relating to a proceeding
pursuant to Article 85 of the EC Treaty (IV/36.147 EPI code of conduct) (OJ 1999 L 106, p. 14),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A.W.H. Meij, President, A. Potocki and J. Pirrung, Judges,

Registrar: G. Herzig, Administrator,

having regard to the written procedure and further to the hearing on 9 November 2000,

gives the following
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Judgment

Costs

139 Under the first subparagraph of Article 87(3) of the Rules of Procedure, the Court may order that the
costs be shared where each party succeeds on some and fails on other heads.

140 In the present case, the Court considers that each party must be ordered to bear its own costs, including
those incurred in the interlocutory procedure.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber),

hereby:

1. Annuls Article 1 of Commission Decision 1999/267/EC of 7 April 1999 relating to a proceeding pursuant
to Article 85 of the EC Treaty (IV/36.147 EPI Code of Conduct) in so far as it concerns Article 2(b)(3) and
Article 5(c) of the Code of Conduct of the Institute of Professional Representatives before the European Patent
Office;

2. Dismisses the remainder of the application;

3. Orders the parties to bear their own costs, including those incurred in the interlocutory procedure.

1 The Convention on the Grant of European Patents (hereinafter the Convention) signed in Munich on 5
October 1973 establishes a system of law, common to the Contracting States, for the grant of patents for
invention.

2 That Convention established the European Patent Organisation, which is responsible for granting European
patents.

3 The bodies of that organisation are the European Patent Office (hereinafter the EPO) and the Administrative
Council. The EPO grants patents under the supervision of the Administrative Council.

4 Article 134 of the Convention provides that professional representation of natural or legal persons in
proceedings established by the Convention may only be undertaken by professional representatives whose
names appear on a list maintained for that purpose by the EPO.

5 On 21 October 1977, the Administrative Council of the European Patents Organisation adopted two
regulations:

- the first, adopted pursuant to Article 134(8)(b) of the Convention, set up an Institute of Professional
Representatives before the EPO (hereinafter the EPI);

- the second, adopted pursuant to Article 134(8)(c) of the Convention, concerned the disciplinary power to be
exercised by the EPI over professional representatives.

6 The EPI is a non-profit making organisation whose expenditure is covered by its own resources, derived in
particular from the subscriptions paid by its members. Its objects are, inter alia, to collaborate with the
European Patent Organisation on matters relating to the profession of professional representative, in particular
on disciplinary matters and on the European Qualifying Examination, and to ensure compliance by its
members with the Rules of Professional Conduct, notably by way of recommendations.

7 All persons on the list of professional representatives are members of the EPI.

8 The members of the EPI elect a Council from among their numbers. The Council may, within the terms of
the Regulation on Discipline for Professional Representatives, make recommendations on
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conduct (Article 9(3) of the Regulation on the Establishment of the EPI).

9 Thus the Council of the EPI established a Code of Professional Conduct (hereinafter the Code of Conduct).

10 Council Directive 84/450/EEC of 10 September 1984 relating to the approximation of the laws, regulations
and administrative provisions of the Member States concerning misleading advertising (OJ 1984 L 250, p. 17),
as amended by Directive 97/55/EC of the European Parliament and of the Council of 6 October 1997, so as
to include comparative advertising (OJ 1997 L 290, p. 18) (hereinafter the Directive), provides in Article 3a
that comparative advertising is to be permitted on condition, inter alia, that it is not misleading.

11 Article 7(5) of the Directive provides:

Nothing in this Directive shall prevent Member States from, in compliance with the provisions of the Treaty,
maintaining or introducing bans or limitations on the use of comparisons in the advertising of professional
services, whether imposed directly or by a body or organisation responsible, under the law of the Member
States, for regulating the exercise of a professional activity.

12 The period within which Member States were required to comply with the Directive was stated therein to
expire on 23 April 2000.

Facts and procedure

13 On 17 July 1996, the EPI notified the Code of Conduct, as last amended on 7 May 1996, with a view to
obtaining negative clearance or, failing that, an exemption, in accordance with Articles 2 and 4 of Regulation
No 17 of the Council of 6 February 1962: First Regulation implementing Articles 85 and 86 of the Treaty
(OJ, English Special Edition 1959-1962, p. 87).

14 That notification was in reply to the statement of objections sent to EPI by the Commission on 18
November 1995 following a complaint lodged on 8 June 1992 by a patent agent established in the United
Kingdom.

15 On 18 December 1996, the Commission sent a letter of warning to the EPI stating inter alia that an
exemption could not be granted either in respect of the provisions of the code of conduct prohibiting
advertising, based as they were on vague and imprecise notions, or with regard to the requirement that
members charge reasonable fees.

16 On 3 April 1997, the EPI transmitted a new version of the Code of Conduct to the Commission, but this
was not judged satisfactory. On 14 October 1997, following discussions with the Commission, the EPI
submitted a version of the Code of Conduct as last amended on 30 September and 3 October 1997.

17 This latest version of the Code of Conduct contains, in particular, the following provisions:

Article 2 - Advertising

(a) Advertising is generally permitted provided that it is true and objective and conforms with basic principles
such as integrity and compliance with professional secrecy.

(b) The following are exceptions to permitted advertising:

(1) comparison of the professional services of one member with those of another;

...

(3) the mention of the name of another professional entity unless there is a written cooperation agreement
between the member and that entity; ...
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...

Article 5 - Relationship with other Members

...

(c) A member must avoid any exchange of views about a specific case which he knows or suspects is being
handled by another member with the client of the case, unless the client declares his wish to have an
independent view or to change his representative. The member may inform the other member only if the
client agrees.

...

18 On 7 April 1999, the Commission adopted Decision 1999/267/EC relating to a proceeding pursuant to
Article 85 of the EC Treaty (IV/36.147 EPI code of conduct) (OJ 1999 L 106, p. 14, hereinafter the
Decision).

19 Article 1 of that Decision is worded as follows:

Article 85(1) of the EC Treaty and Article 53(1) of the EEA Agreement are, pursuant to Article 85(3) of the
EC Treaty and Article 53(3) of the EEA Agreement respectively, hereby declared inapplicable to the
provisions of the [Code of Conduct], in the version as adopted on 30 September and 3 October 1997,
prohibiting members from carrying out comparative advertising (Article 2(b)(1) and (3)) and, in so far as it is
liable to make it more difficult to supply services to users which have already been clients of other
representatives in a specific case, to Article 5(c) thereof.

This exemption shall be granted from 14 October 1997 to 23 April 2000.

20 By document lodged at the Court Registry on 14 June 1999, the applicant brought the present action for
annulment.

21 By fax received by the Court Registry on 7 October 1999, the applicant requested production of a
document, namely the Opinion of 17 November 1998 of the Advisory Committee on Restrictive Practices and
Dominant Positions, referred to in the defence.

22 By letter of 25 October 1999, the Commission, relying on Article 10(6) of Regulation No 17, informed the
applicant that it did not have the power to communicate that opinion to it.

23 By application lodged at the Court Registry on 27 December 1999, the Ordre français des avocats au
barreau de Bruxelles sought leave to intervene in the proceedings. That application was dismissed by order of
the President of the Second Chamber of the Court of First Instance of 22 February 2000 (not published in the
ECR).

24 By a separate document lodged at the Court Registry on 6 March 2000, the applicant lodged an application
for interim measures, seeking suspension of implementation of Article 1 of the Decision from 23 April 2000.
By order of 14 April 2000 in Case T-144/99 R Institute of Professional Representatives v Commission [2000]
ECR II-2067, the President of the Court of First Instance dismissed that application and ordered that costs be
reserved.

25 Upon hearing the report of the Judge Rapporteur, the Court (Second Chamber) decided to open the oral
procedure. By way of measures of organisation of procedure, it asked the parties to reply to a question at the
hearing.

26 The parties presented oral argument and gave their replies to the Court's questions at the hearing on 9
November 2000.

Forms of order sought by the parties

27 The applicant claims that the Court should:
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- annul the Decision in so far as it relates to Article 2(b)(1) and (3) and Article 5(c) of the Code of Conduct;

- preclude from discussion the reference to the opinion of the Advisory Committee on Restrictive Practices
and Dominant Positions of 17 November 1998 and also the argument deriving therefrom on the justification
for the limited exemption period and, by implication, the application of Article 85(1) of the EC Treaty (now
Article 81(1) EC);

- in the alternative, annul the Decision in that it confers only a temporary exemption on Article 2(b)(1) and
(3) and Article 5(c) of the Code of Conduct;

- order the defendant to pay the costs.

28 The defendant contends that the Court should:

- dismiss the action;

- order the applicant to pay the costs.

Admissibility

29 During the oral procedure, the defendant expressed doubts as to the admissibility of the action and
observed that the Decision should give the applicant cause for satisfaction, since it granted its request for an
exemption.

30 Under Article 113 of its Rules of Procedure, the Court may at any time, even of its own motion, consider
whether there exists any absolute bar to proceeding with a case, which, according to settled case-law, includes
the conditions of admissibility of an action set out in the fourth paragraph of Article 230 EC (Case C-313/90
CIRFS and Others v Commission [1993] I-1125, paragraph 23).

31 The Court observes, first of all, that it was only after a complaint had been lodged and a statement of
objections sent to the applicant that the Code of Conduct was notified to the Commission, with a view to
obtaining, principally, negative clearance and, only in the alternative, an exemption.

32 Furthermore, the grant of an exemption presupposes that the provisions in question fall within the
prohibition imposed by Article 81(1) EC (Case 32/65 Italy v Council and Commission [1966] ECR 389, at
405-6). Therefore, in declaring in Article 1 of the Decision that Article 85(1) of the Treaty is, pursuant to
Article 85(3) of the Treaty, inapplicable to the provisions of the Code of Conduct, the Commission impliedly
but necessarily rejected the applicant's application for negative clearance.

33 It is therefore immaterial that the finding of infringement is expressly stated only in the grounds of the
Decision, since that finding constitutes the basis of the EPI's obligation to terminate the infringement, and its
effects on the applicant's legal situation do not depend in its position in the Decision (see, in that regard,
Joined Cases 56/64 and 58/64 Consten and Grundig v Commission [1966] ECR 299, at 338-9).

34 To that extent, the Decision indisputably produces binding legal effects such as to affect the applicant's
interests by bringing about a distinct change in its legal position (Joined Cases C-68/94 and C-30/95 France
and Others v Commission [1998] ECR I-1375, paragraph 62).

35 A further reason why the applicant's interest in bringing proceedings cannot be doubted is that annulment
of the Decision would restore it to the position prior to the finding of infringement (see, to that effect, Case
22/70 Commission v Council [1971] ECR 263, paragraph 60).

The application for annulment of the first subparagraph of Article 1 of the Decision, in so far as it relates to
Article 2 of the Code of Conduct
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36 The applicant puts forward three pleas in law, alleging breach of the obligation to state reasons, breach of
Article 7(5) of the Directive and infringement of Article 81 EC.

First plea in law, alleging breach of the obligation to state reasons

Arguments of the parties

37 The applicant refers, first of all, to the derogation provided for in Article 7(5) of the Directive and claims
that in the Decision the Commission merely refused to apply that derogation on the ground that it could only
be applied in compliance with the provisions of the Treaty. The Commission thus directly calls into question
the lawfulness of Article 7(5) of the Directive with regard to Article 81 EC. However, it is not for the
Commission to comment on the lawfulness of a measure adopted by the Parliament and the Council.

38 Since the Directive makes provision for a derogation in favour of the liberal professions by permitting
them to prohibit or restrict comparative advertising, the Commission must explain precisely how Article
2(b)(1) and (3) of the Code of Conduct is indicative of provisions incidental to the ban in the strict sense of
comparative advertising that are prohibited by Article 81(1) EC.

39 The absence of such an explanation amounts to an infringement of Article 253 EC.

40 The Commission contends that the plea is unfounded.

Findings of the Court

41 The Court has consistently held that the statement of reasons required by Article 253 EC must disclose in
a clear and unequivocal fashion the reasoning followed by the institution which adopted the measure in
question in order to enable the persons concerned to ascertain the reasons for the measure and to enable the
Court to carry out its review (Case C-56/93 Belgium v Commission [1996] ECR I-723, paragraph 86).

42 In the present case, it appears that recital 42 to the Decision is devoted exclusively to the question of the
interpretation and effect of Article 7(5) of the Directive. In substance, the Commission states, first, that Article
7(5) does not provide for any automatic derogation in respect of rules issued by professional organisations,
second, that it is not established that the EPI is an organisation for the purposes of Article 7(5) and, third,
that Article 85 of the Treaty is still applicable in any event.

43 Thus, the Commission's reasoning is expressed clearly and unequivocally. In reality, the applicant's
objections go not to the statement of reasons for the Decision but to the examination of the substance of the
case (see, to that effect, Case T-84/96 Cipeke v Commission [1997] ECR II-2081, paragraph 47).

44 The first plea in law must consequently be rejected.

Second plea in law, alleging breach of Article 7(5) of the Directive

Arguments of the parties

45 The applicant first of all claims that, contrary to the doubts expressed by the Commission in the Decision,
the EPO and, consequently, the EPI must be treated as a body or organisation responsible, under the law of
the Member States, for regulating the exercise of a professional activity within the meaning of Article 7(5) of
the Directive.

46 The applicant further submits that the interpretation which the Commission puts on Article 7(5) of the
Directive deprives that provision of any effect and renders it meaningless. By relying on Article 81 EC, the
Commission calls into question the possibility of prohibiting comparative advertising in the case of the liberal
professions, which was none the less the legislature's intention.
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47 The applicant claims that the Directive does not in reality raise any problem of hierarchy of norms in
relation to the Treaty. In making provision for the possibility of prohibiting comparative advertising in the
case of the liberal professions, the legislature took Article 81 EC into consideration and concluded that such a
prohibition was not in itself contrary to that provision. Therefore it is only when the ban on comparative
advertising is used for purposes other than in the general interest, for example in a discriminatory manner, that
Article 81 EC is applicable.

48 The Commission contends that the plea in law submitted by the applicant is unfounded.

Findings of the Court

49 As the Commission indicated in the second paragraph of recital 42 to the Decision, there is no need to
decide whether the EPI may be classified as body or organisation responsible, under the law of the Member
States, for regulating the exercise of a professional activity, within the meaning of Article 7(5) of the
Directive.

50 Even if that were the case, the principle of the hierarchy of norms precludes this provision in a measure of
secondary legislation from permitting a derogation from a Treaty provision.

51 Furthermore, Article 7(5) of the Directive refers expressly to that principle. It states that Member States are
to be authorised to maintain or introduce provisions prohibiting comparative advertising of professional
services, in compliance with the provisions of the Treaty.

52 Contrary to what the applicant maintains, such an approach does not have the consequence that Article
7(5) of the Directive is deprived of practical effect or that it must be considered unlawful.

53 The implementation of Article 81 EC can only proceed from a case-by-case examination for the purpose of
determining whether the various criteria on which it depends are satisfied, in particular with regard to the
rules for the actual application of Article 7(5) of the Directive and the consequences of such application in
each individual case. It cannot be precluded that such an examination may disclose that Article 81(1) EC is
not applicable.

54 Furthermore, even supposing that Article 81 EC prevents Member States from making use of the
possibility offered by the Directive, it cannot be accepted that the Directive permits a derogation from a
Treaty rule.

55 The second plea in law must therefore be rejected.

Third plea in law, alleging infringement of Article 81 EC

Arguments of the parties

56 The applicant maintains that, in accordance with the case-law of the Court of Justice (Case 33/74 Van
Binsbergen [1974] ECR 1299; Case 71/76 Thieffry [1977] ECR 765; and Case C-55/94 Gebhard [1995] ECR
I-4165), professional codes of conduct pursue an aim in the general interest. It is therefore necessary to
accept, by application of the rule of reason, that they are indispensable and cannot therefore fall within the
scope of Article 81(1) EC.

57 Thus, the ban on comparative advertising is necessary in the context of a regulated activity which is a
matter of public policy and does not adversely affect competition. In the present case, that ban is based on the
discretion, dignity and essential courtesy that must prevail within a liberal profession. It makes it possible to
ensure compliance with the ethical rules that bind regulated professions whose members exercise an activity
which is a matter of public policy.

58 In a profession such as the one with which the present case is concerned, success should depend much
more on merit than on the pull of advertising, which favours representatives with the greatest financial means.
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59 Those principles, moreover, are at the origin of the ban on comparative advertising for the liberal
professions in Article 7(5) of the Directive. In reality, the services provided by those professions, which form
part of a complex whole, are not for the main part objectively comparable.

60 The applicant observes, last, that the ban on advertising comparing professional representatives is only
marginal in scope. It constitutes a limited exception to the principle of freedom to advertise and is designed
solely to ensure that such advertising does not become unfair and misleading.

61 The Commission contends that both subparagraphs 1 and 3 of Article 2(b) of the Code of Conduct
introduce a ban on comparative advertising and thus constitute a restriction of competition.

Findings of the Court

62 It should be noted, first of all, that the applicant does not dispute the determination of the relevant market,
or the effect on trade between Member States, or its classification as an association of undertakings within the
meaning of Article 81(1) EC or the classification of the Code of Conduct as a decision of an association of
undertakings for the purposes of that provision.

63 What is at issue in the present action is therefore only whether the provisions in question of Article 2 of
the Code of Conduct, by prohibiting advertising comparing professional representatives, constitute restrictions
of competition for the purposes of Article 81 EC.

64 In that regard, it cannot be accepted that rules which organise the exercise of a profession fall as a matter
of principle outside the scope of Article 81(1) EC merely because they are classified as rules of professional
conduct by the competent bodies.

65 Only an examination on a case-by-case basis permits an assessment of the validity of such a rule under
Article 81(1) EC, in particular by taking account of its impact on the freedom of action of the members of
the profession and on its organisation and also on the recipients of the services in question.

66 Furthermore, the case-law which the applicant cites in support of its argument is irrelevant. The judgments
in question relate to the principles of freedom of establishment and freedom to provide services. It follows
that rules of professional conduct in force in one Member State which pursue an aim in the general interest
apply to professionals who come to practise on the territory of that State without infringing those principles.
However, no conclusion can be drawn from that case-law as concerns the applicability of Article 81 EC in the
present case.

67 Furthermore, when those drafting the EC Treaty intended to remove certain activities from the ambit of the
competition rules or to apply a specific regime to them, they did so expressly. That is what they did in the
case of the production of and trade in agricultural products (Article 36 EC) (Joined Cases 209/84 to 213/84
Asjes [1986] ECR 1425, paragraph 40) or the production of and trade in arms and war material (Article 296
EC).

68 In those circumstances, it is necessary to consider whether the Commission was right to conclude that the
provisions of Article 2 of the Code of Conduct called into question in the Decision constitute restrictions of
competition within the meaning of Article 81(1) EC.

69 As is clear, in particular, from recitals 43 and 46 to the Decision, and from Article 1 of the operative part
thereof, Article 2(b) of the Code of Conduct prohibits advertising comparing professional representatives in
both subparagraphs 1 and 3.

70 However, Article 2(b)(3) does not refer either to comparative advertising or to relations between members
of the EPI, but only to the mention of the name of another professional entity unless there is a written
cooperation agreement between the member and that entity. That provision thus seeks to ensure that a
professional representative does not rely unduly on professional relationships.
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71 The Commission was therefore wrong to find that that subparagraph constituted a restriction of competition
and was therefore incompatible with Article 85 of the Treaty, in so far as it prohibited advertising comparing
professional representatives. Article 1 of the Decision must therefore be annulled to that extent.

72 As regards the prohibition in the strict sense of comparative advertising provided for in Article 2(b)(1) of
the Code of Conduct, it should be noted, first of all, that advertising is an important element of the
competitive situation on any given market, since it provides a better picture of the merits of each of the
operators, the quality of their services and their fees.

73 Furthermore, when it is fair and in accordance with the appropriate rules, comparative advertising makes it
possible in particular to provide more information to users and thus help them choose a professional
representative in the Community as a whole whom they may approach.

74 Consequently, a simple prohibition of comparative advertising restricts the ability of more efficient
professional representatives to develop their services, with the consequence, inter alia, that the clientele of
each professional representative is crystallised within a national market.

75 The Commission is therefore quite right, in the Decision, to identify the favourable effects which fair and
appropriate comparative advertising has on competition (recital 41) and, on the other hand, the restrictions on
competition which the prohibition of any form of that method of advertising entails (recital 43).

76 The applicant's argument that success must depend much more on merit than on the pull of advertising,
which favours representatives with the greatest financial means cannot be accepted. It is sufficient to note that
that argument would have the effect of excluding any form of advertising, since advertising favours
professional representatives with significant financial resources. On the contrary, it follows from the Code of
Conduct itself, in Article 2(a), that professional representatives are generally permitted to advertise.

77 Furthermore, the applicant has maintained that the prohibition of comparative advertising was based on the
discretion, dignity and necessary courtesy that must prevail within a profession such as that of professional
representative.

78 However, where it is not shown that the absolute prohibition of comparative advertising is objectively
necessary in order to preserve the dignity and rules of conduct of the profession concerned, the applicant's
argument is not capable of affecting the lawfulness of the Decision.

79 Thus, it has not been demonstrated that the Commission erred in concluding that an outright prohibition of
advertising comparing professional representatives fell within the scope of Article 85(1) of the Treaty.

80 The application for annulment of Article 1 of the Decision must therefore be dismissed in so far as it
relates to Article 2(b)(1) of the Code of Conduct.

The application for annulment of the first paragraph of Article 1 of the Decision in so far as it relates to
Article 5(c) of the Code of Conduct

Arguments of the parties

81 The applicant relies on an infringement of the EC Treaty and of the Directive.

82 The applicant claims that Article 5(c) of the Code of Conduct corresponds to a classic rule of professional
conduct which applies to all liberal professions.

83 With reference to the specific nature of those professions, and in particular of their professional codes of
conduct, recognised by case-law (see paragraph 56 above), the applicant maintains that
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the provision in question does not restrict competition.

84 Moreover, all that is prohibited is an active approach by a professional representative to the clients of
other representatives dealing with the same case, which constitutes an essential professional obligation
necessary in any liberal profession and justified by the principles of discretion and fairness. That prohibition
has no effect on competition, since, at the client's request, a new representative could act on his behalf, or be
required to compete with a number of representatives wishing to handle the same case. Similarly, any client of
a representative might be sent advertising material from another representative, since advertising is generally
permitted.

85 The prohibition on approaching the client of another representative is justified both while a case is still
proceeding, as the Commission accepts, and when a case has been concluded. The sole aim is to prevent
unfair practices between professional representatives, since an approach to another representative's client in
respect of a case which is proceeding or which has been terminated inevitably implies some criticism of the
conduct of the case, contrary to the elementary principles of fairness and confraternity.

86 The Commission's essential objection is that the provision at issue constitutes at least an obstacle to a
representative's scope for offering his services in respect of a case which has already been dealt with and for
demonstrating his skills; it is thus more difficult for him to approach another representative's former clients.

87 The fact that the client is able to change representatives or seek an independent opinion does not overcome
that difficulty, since it implies an approach by the client, solely on the basis of his own opinion, without the
benefit of advice volunteered by professionals.

88 Furthermore, in the light of its imprecise wording, Article 5(c) of the Code of Conduct could become a
serious obstacle to the establishment of professional contacts with the former clients of other representatives.
Contrary to the impression given by the applicant, Article 5(c) does not merely limit a representative's right to
approach a client of another representative in the same case.

Findings of the Court

89 It is not disputed by the parties that the Commission has not expressed any reservation in respect of
Article 5(c) of the Code of Conduct, in so far as that provision imposes a prohibition on offering unsolicited
services in respect of cases which are being handled by another representative (recital 37 to the Decision).

90 On the other hand, it has raised objections in regard to cases which have already been terminated.

91 First of all, contrary to the first sentence of recital 37 to the Decision, Article 5(c) of the Code of Conduct
does not prohibit a representative from approaching a client of another representative... when the other
representative has finished handling a case involving the client.

92 In reality, as may be seen from its actual wording, Article 5(c) of the Code of Conduct only prohibits a
representative, when he offers his services to a client of another representative, from having an exchange of
views with that client about a case which has been terminated and, a fortiori, from using that case in order to
establish contact with the client.

93 However, the Commission has specified the nature of its objections in the second paragraph of recital 37
to the Decision, where it states that if a representative is not allowed to exchange views with a potential client
on a specific case which has already been handled by another representative, it will be difficult for him to
offer to handle new cases which would be linked to the specific case and he will even have difficulties in
establishing any professional contact with that client. It is to that extent that the Commission finds in Article
1 of the Decision that Article 5(c)
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of the Code of Conduct is incompatible with Article 85 of the Treaty.

94 That assessment cannot be accepted, since Article 5(c) of the Code of Conduct does not have the scope
which the Commission ascribes to it.

95 As stated above, Article 5(c) does not prohibit the offer of services. Furthermore, it does not prohibit a
representative, when approaching the client of another representative, from providing any information relating,
in particular, to his experience, his skills, his training or his fees. Nor does it prevent an exchange of views,
even on a specific case, if the client declares his wish to have an independent opinion or expresses his
intention to change representatives.

96 Article 5(c) of the Code of Conduct only prohibits an exchange of views with a client on the initiative of
a representative about a specific case which has been terminated and which was handled by another
representative, and that prohibition can be lifted by the client.

97 In those circumstances, the Commission erred in stating that, owing in particular to that provision,
representatives' possibilities of offering their services to (domestic or foreign) potential clients who have
already been clients of another representative in a specific case are considerably reduced (recital 43 to the
Decision).

98 In reality, the objective pursued by Article 5(c) of the Code of Conduct, as it emerges from that article as
a whole, is to prevent a representative, when offering services to a client, from discrediting a fellow
professional by questioning his conduct of a case which has been terminated.

99 Having regard to all those factors, it must be concluded that it was on the basis of an incorrect analysis of
Article 5(c) of the Code of Conduct that the Commission came to the conclusion that that measure constituted
a restriction of competition within the meaning of Article 85(1) of the Treaty.

100 In those circumstances, Article 1 of the Decision must be annulled in so far as it relates to Article 5(c) of
the Code of Conduct.

The alternative application for annulment of the second paragraph of Article 1 of the Decision in that it grants
only a transitional exemption

101 In the light of the foregoing arguments, the present alternative application must be considered only in so
far as it relates to Article 2(b)(1) of the Code of Conduct.

102 The applicant advances three pleas in law alleging failure to state reasons, infringement of Article 81(3)
EC and infringement of Article 8 of Regulation No 17.

First plea in law, alleging failure to state reasons

103 The applicant claims that the Commission does not explain in the Decision why the conditions of
exemption would no longer be fulfilled after the expiry of the transitional period fixed in the second
paragraph of Article 1, namely 23 April 2000.

104 That first plea cannot be upheld.

105 In recital 48 to the Decision, the Commission explained that the date of 23 April 2000 had been chosen
on the ground, inter alia, that it corresponded to the deadline for transposing the Directive into national law.

106 Thus, in accordance with Article 253 EC, the decision contains a clear and unequivocal statement of the
Commission's reasoning.

Second plea in law, alleging infringement of Article 81(3) EC

Arguments of the parties
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107 The applicant observes, first of all, that the Commission referred in its defence to the position expressed
by a number of Member States at the meeting of the Advisory Committee on Restrictive Practices and
Dominant Positions on 17 November 1998. Despite being requested to do so by the applicant, however, the
Commission refused to produce the opinion delivered by that committee, on the ground that it was not a
public document. In Joined Cases 100/80 to 103/80 Musique diffusion française v Commission [1983] ECR
1825 the Court of Justice held that, pursuant to Article 10(6) of Regulation No 17, an opinion such as that at
issue could not be put in evidence. In other words, the Commission, contrary to the inter partes principle and
the rights of the defence, used in its pleadings extracts from a document which it knew it was unable to
produce before the Court.

108 All reference to that opinion, and the assertion which the Commission had based on it, should therefore
be excluded from the proceedings.

109 As regards the substance of the plea, the applicant claims that all the conditions governing the grant of a
permanent exemption under Article 81(3) EC are satisfied. By refusing to grant such an exemption, the
Commission infringed that provision of the Treaty.

110 First, the applicant alleges, Article 2(b)(1) of the Code of Conduct helps improve the distribution of the
services in question and/or to promote economic progress, while allowing consumers a fair share of the
resulting benefit, within the meaning of Article 81(3) EC.

111 Article 2(b)(1) of the Code of Conduct constitutes an obligation of professional conduct designed to
ensure compliance with the ethics and fundamental principles governing a liberal profession. The fundamental
object is thus to ensure a permanent improvement of the services provided by professional representatives for
the direct benefit of clients.

112 The ban on comparative publicity improves the provision of services by professionals, who must devote
their energies, for the benefit of their clients, to preparing documents relating to applications for European
patents and to representing their clients before EPO bodies.

113 In reality the complexity of the services provided by agents makes objective comparison difficult. Even
where fees are concerned, comparison is impossible, since a multitude of factors come into play in addition to
hourly rates, such as competence, experience and so forth. Any comparison may therefore be misleading and
contrary to Article 3a of the Directive.

114 Furthermore, the energy and time wasted in vain attempts at comparing the activities of the members of
the EPI would affect the quality of their services and be likely to distort in the eyes of the public the image
those professionals convey of institutions involved in legal procedures. If comparative advertising were
permitted, it would ultimately be of advantage only to representatives occupying a strong position on the
market and with significant financial resources, to the detriment of other representatives, who would then be
unable to survive.

115 The prohibition of comparative advertising ensures that consumers do not bear the cost of such
advertising and of the time spent in searching for factors for comparison which in practice would be
impossible to find.

116 Second, the applicant claims that the provision at issue is indispensable, within the meaning of Article
81(3) EC, having regard to the specific nature of the profession of representatives, who participate in an
activity which is a matter of public policy.

117 Third, competition is not eliminated for a significant proportion of the services in question. Apart from
the fact that certain advertising methods and certain methods of offering services are excluded, the members of
the EPI remain free to compete by employing a number of other methods.

118 The applicant concludes by observing that the solution adopted in the Decision introduces, from 23 April
2000, a distinction between professional representatives, for whom comparative advertising
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is to be permitted, and liberal professions such as lawyers and intellectual property counsel, for whom
comparative advertising remains prohibited in many Member States.

119 The Commission contends that, in setting the period over which an exemption is to apply, it has a margin
of discretion, in respect of which judicial review is limited (Case T-17/93 Matra Hachette v Commission
[1994] ECR II-595).

120 In reply to the applicant's complaint concerning the reference to the opinion of the Advisory Committee
on Restrictive Practices and Dominant Positions, the Commission observes that the failure to disclose that
opinion is not contrary to the principle of the right to a fair hearing (Musique diffusion française and Others v
Commission, cited above, paragraph 36). Furthermore, the exemption period was determined solely on the
basis of the considerations set out in recital 48 to the Decision.

121 In the present case, the Commission concluded that an exemption until 23 April 2000, although of limited
duration, was sufficient to allow representatives and consumers to adapt to the new situation.

122 The Commission observes that virtually all the arguments put forward by the applicant in order to
demonstrate that the ban on comparative advertising is capable of permanently satisfying the conditions laid
down in Article 81(3) EC relate to the first of those conditions, concerning the improvement of the production
or distribution of goods or the promotion of technical or economic progress. However, those arguments are
unconvincing. Some of them seek to call into question the fact that representatives are undertakings within the
meaning of Article 81 EC, while others amount to vague value-judgments which condemn the very concept of
comparative advertising for all professions without distinction, whereas the Community legislature has adopted
the opposite stance; furthermore, those criticisms are pointless, in the light of the strict conditions governing
the lawfulness of comparative advertising which are laid down in the Directive. Other arguments, finally,
relate to advertising in general, whereas the Code of Conduct itself already permits certain forms of
advertising.

123 As regards the arguments which more specifically impugn the practicability of comparative advertising
applied to the profession of authorised representatives, such as the difficulty in comparing prices objectively or
the risks of misleading advertising, the Commission contends that the answer lies in the strict cumulative
conditions which must be fulfilled if comparative advertising is to be permitted under the Directive.

124 The Commission concludes by rejecting the applicant's complaint in respect of the distinction which,
according to the applicant, will exist from 23 April 2000 between the situation of representatives and that of
other liberal professions. That distinction is merely the consequence of the incomplete harmonisation of
national law and does not result from the Decision.

Findings of the Court

125 It is clear from Article 1 of the Decision that the provisions of Article 85(1) of the Treaty were, pursuant
to article 85(3) of the Treaty, declared inapplicable to Article 2(b)(1)of the Code of Conduct.

126 That exemption was granted until 23 April 2000.

127 The applicant's argument seeks to establish that Article 2(b)(1) of the Code of Conduct fulfils the
conditions for the grant of an exemption.

128 Since the Commission Decision makes a finding to that effect, however, such an argument is ineffective.
The applicant's objection can only relate to the duration of the exemption.

129 In that regard, it should be borne in mind that the duration of an exemption must be sufficient to enable
the beneficiaries to achieve the benefits justifying such exemption (Joined Cases T-374/94,

© An extract from a JUSTIS database



61999A0144 European Court reports 2001 Page II-01087 15

T-375/94, T-384/94 and T-388/94 European Night Services and Others v Commission [1998] ECR II-3141,
paragraph 230).

130 In the present case, the main benefit identified in the Decision consists in providing for a transitional
stage under reasonable conditions. To that end, 23 April 2000, which corresponds to the expiry of the period
within which the Directive was to be transposed, was chosen.

131 The applicant has put forward no specific argument to show that, in choosing that date, which is more
than one year after the decision was adopted, the Commission made a manifest error of assessment.

132 The plea must therefore be rejected.

133 Furthermore, in its defence the Commission based an argument on a document which it knew could not
be disclosed to the applicant. Although the failure to disclose the opinion delivered by the Advisory
Committee on Restrictive Practices and Dominant Positions is not contrary to the principle of the right to a
fair hearing in the administrative stage of a proceeding pursuant to Article 81 EC (Musique diffusion française
v Commission, cited above, paragraph 36), nevertheless, except in exceptional circumstances, parties to judicial
proceedings cannot, without infringing the adversarial principle, base their claims on documents which they
cannot adduce as evidence.

134 However, it follows from the foregoing considerations that since that document is not essential to the
outcome of the present case, no conclusion can be drawn from that finding.

Third plea in law, alleging infringement of Article 8 of Regulation No 17

135 The applicant maintains that the Commission has infringed Article 8 of Regulation No 17. Although the
Commission expressly found that the conditions of Article 85(3) of the Treaty were satisfied, it granted an
exemption only on a temporary basis, without making any provision for renewing it.

136 Article 8(1) and (2) of Regulation No 17 provide that an exemption decision is to be issued for [only] a
specified period and may on application be renewed if the requirements of Article 85(3) of the Treaty
continue to be satisfied.

137 In the present case the exemption was granted until 23 April 2000 and there was nothing to prevent the
applicant from requesting the Commission to renew it.

138 The plea must therefore be rejected.
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Judgment of the Court
of 22 June 1994

IHT Internationale Heiztechnik GmbH and Uwe Danzinger v Ideal-Standard GmbH and Wabco
Standard GmbH.

Reference for a preliminary ruling: Oberlandesgericht Düsseldorf - Germany.
Splitting of a trade mark as a result of a voluntary assignment - Free movement of goods.

Case C-9/93.

++++

1. Free movement of goods ° Industrial and commercial property ° Trade mark ° Owner' s right to oppose
unlawful use of his trade mark ° Products concerned ° Identical or similar products ° Risk of confusion °
Determination by national law

(EEC Treaty, Art. 36)

2. Free movement of goods ° Industrial and commercial property ° Trade mark ° Territorial nature of national
rights ° Consequence ° Determination of the conditions of the protection given by the State called upon to
provide it ° Principle recognized by international treaty law and accepted by the EEC Treaty

(EEC Treaty, Art. 36)

3. Free movement of goods ° Industrial and commercial property ° Trade mark ° Independence of national
rights ° Consequence ° Possibility of assigning the trade mark for one or more States only ° Principle
enshrined in international treaty law

4. Free movement of goods ° Industrial and commercial property ° Trade mark ° Product put into circulation
in a Member State by the trade-mark owner or with his consent ° Importation into another Member State °
Opposition by the owner ° Not permissible ° Assignment of a trade mark to an undertaking independent of
the assignor and limited to one or more Member States ° Right of the assignor to oppose use of the trade
mark by the assignee in a Member State not covered by the assignment ° Whether permissible

(EEC Treaty, Arts 30 and 36)

5. Free movement of goods ° Industrial and commercial property ° Trade mark ° Voluntary assignment of the
trade mark ° Loss of the power to control products to which trade mark affixed ° Consent not giving rise to
exhaustion of rights

6. Free movement of goods ° Industrial and commercial property ° Trade mark ° Unified laws such as the
Uniform Benelux Law ° Assignment of a trade mark to an undertaking independent of the assignor and
limited to part of the territory covered by the trade mark ° Prohibition ° Community trade mark ° Opposition
to the assignment of national trade marks limited to certain Member States ° Absence

(Council Regulation No 40/94)

7. Competition ° Agreements, decisions and concerted practices ° Agreement to assign trade marks aimed at
market sharing ° Applicability of Article 85 of the Treaty

(EEC Treaty, Art. 85)

1. The object of the right of prohibition stemming from a trade mark is to protect the owner against
contrivances of third parties seeking to take advantage of the reputation accruing to a trade mark by creating a
risk of confusion amongst consumers. It covers not only products for which a trade mark has been acquired,
but also other products where the products in question are sufficiently close to induce users seeing the same
device on those products to conclude that the products come
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from the same undertaking. In that connection, in the absence of approximation of laws at Community level,
the determination of the criteria allowing the conclusion to be drawn that there is a risk of confusion ° which,
under Community law, does not have to be strictly interpreted ° continues to be a matter for national law,
subject to the limits set out in the second sentence of Article 36 of the Treaty.

2. National trade-mark rights are territorial in nature. Hence it is the law of the country where protection of a
trade mark is sought which determines the conditions of that protection. The principle of the territoriality of
trade-mark rights, which is recognized under international treaty law, is also accepted by the EEC Treaty. By
tolerating certain restrictions on imports on grounds of protection of intellectual property, Article 36 of the
Treaty presupposes that the legislation of the importing State applies to acts performed in that State in relation
to the imported product.

3. Pursuant to the principle of the independence of trade marks enshrined in Articles 6(3) and 6quater of the
Paris Union Convention for the Protection of Industrial Property of 20 March 1883 and Article 9ter(2) of the
Madrid Agreement concerning the International Registration of Marks of 14 April 1891, a trade mark may be
assigned for one country without having to be assigned at the same time for other countries. Unified laws,
which bring the territory of several States into a single territory for purposes of trade-mark law, such as the
Uniform Benelux Law on Trade Marks for Goods and Services or the regulation on the Community trade
mark, render void transfers of trade marks for only part of the territory to which they apply. However, those
unified laws do not, any more than national laws, make the validity of a trade-mark assignment for the
territory to which they apply conditional on the concomitant assignment of the trade mark for the territory of
third States.

4. Articles 30 and 36 of the Treaty preclude application of national laws which give the trade-mark owner in
the importing State the right to oppose the marketing of products which have been put into circulation in the
exporting State by him or with his consent. That principle, known as the exhaustion of rights, applies where
the owner of the trade mark in the importing State and the owner of the trade mark in the exporting State are
the same or where they are economically linked. In such cases quality can be controlled by a single body and
the trade mark' s function of identifying origin is in no way called into question by the freedom to import.

On the other hand, where a trade mark has been assigned, for one or several Member States in which it was
registered only, to an undertaking which has no economic link with the assignor, Articles 30 and 36 do not
preclude application of national legislation which allows the assignor to oppose the marketing by the assignee
of goods bearing the trade mark in the State in which the assignor has retained it.

5. The consent implicit in any voluntary assignment of a trade mark is not the consent required for application
of the doctrine of exhaustion of rights. For that, the owner of the right in the importing State must, directly or
indirectly, be able to determine the products to which the trade mark may be affixed in the exporting State
and to control their quality. That power is lost if, by voluntary assignment, control over the trade mark is
surrendered to a third party having no economic link with the assignor. That situation must therefore be
clearly distinguished from the case where the imported products come from a licensee. Unlike an assignor, a
licensor can control the quality of the licensee' s products by including in the contract clauses requiring the
licensee to comply with his instructions and giving him the possibility of verifying such compliance.

6. Starting from the position that assignment of a trade mark for only part of the territory to an assignee
having no links with the assignor would lead to the existence of separate sources within a single territory and
that, in order to safeguard the function of the trade mark, it would then be necessary to allow prohibition of
export of the assignee' s products to the assignor' s territory
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and vice versa, unified laws, such as the Uniform Benelux Law on Trade Marks for Goods and Services,
render void assignments made for only part of the territory covered by the rights they create, in order to avoid
creating such obstacles to the free movement of goods. By limiting the right to dispose of the trade mark in
this way, such unified laws ensure single ownership throughout the territory to which they apply and
guarantee free movement of the product. Although the regulation on the Community trade mark also creates a
right with a unitary character, it does not replace, but is merely superimposed on, the national rights. Article 8
of the regulation, which allows the owner of a trade mark in a single Member State to oppose the registration
of a Community trade mark by the proprietor of national rights for identical or similar products in all the
other Member States, cannot be interpreted as precluding assignments of national trade marks confined to
certain States of the Community.

7. Where undertakings independent of each other make trade-mark assignments following a market-sharing
agreement, the prohibition of anti-competitive agreements under Article 85 of the Treaty applies and
assignments which give effect to such an agreement are consequently void. However, a trade-mark assignment
can be treated as giving effect to an agreement prohibited by Article 85 only after an analysis of the context,
the commitments underlying the assignment, the intention of the parties and the consideration for the
assignment.

In Case C-9/93,

REFERENCE to the Court under Article 177 of the EEC Treaty by the Oberlandesgericht Duesseldorf
(Federal Republic of Germany) for a preliminary ruling in the proceedings pending before that court between

IHT Internationale Heiztechnik GmbH,

Uwe Danziger

and

Ideal-Standard GmbH,

Wabco Standard GmbH

on the interpretation of Articles 30 and 36 of the EEC Treaty,

THE COURT,

composed of: O. Due, President, G.F. Mancini, J.C. Moitinho de Almeida and M. Diez de Velasco (Presidents
of Chambers), C.N. Kakouris, R. Joliet (Rapporteur), F.A. Schockweiler, G.C. Rodríguez Iglesias, M. Zuleeg,
P.J.G. Kapteyn and J.L. Murray, Judges,

Advocate General: C. Gulmann,

Registrar: D. Louterman-Hubeau, Principal Administrator,

after considering the written observations submitted on behalf of:

° Ideal-Standard GmbH and Wabco Standard GmbH, the company to which the former has entrusted the
management of its business ("Ideal-Standard GmbH"), by Winfried Tilmann, Rechtanswalt of Duesseldorf,

° IHT Internationale Heiztechnik GmbH and Uwe Danzinger ("IHT"), by Ulf Doepner, Rechtanswalt of
Duesseldorf,

° the German Government, by Claus Dieter Quassowski, Regierungsdirektor at the Federal Ministry of the
Economy, Alfred Dittrich, Regierungsdirektor at the Federal Ministry of Justice and Alexander
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von Muehlendahl, Ministerialrat at the Federal Ministry of Justice, acting as Agents,

° the United Kingdom, by John D. Colahan, Treasury Solicitor, acting as Agent, and Michael Silverleaf,
Barrister,

° the Commission of the European Communities, by Angela Bardenhewer and Pieter Van Nuffel, of its Legal
Service, acting as Agents,

having regard to the Report for the Hearing,

after hearing the oral observations of Ideal-Standard GmbH and Wabco Standard GmbH, IHT and Uwe
Danziger, the German Government, the United Kingdom, represented by John D. Colahan and Stephen
Richards, Barrister, and the Commission at the hearing on 5 October 1993,

after hearing the Opinion of the Advocate General at the sitting on 9 February 1994,

gives the following

Judgment

Costs

61 The costs incurred by the German Government, the United Kingdom and the Commission of the European
Communities, which have submitted observations to the Court, are not recoverable. Since these proceedings
are, for the parties to the main proceedings, a step in the action pending before the national court, the
decision on costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Oberlandesgericht Duesseldorf, by order of 15 December 1992,
hereby rules:

There is no unlawful restriction on trade between Member States within the meaning of Articles 30 and 36
where a subsidiary operating in Member State A of a manufacturer established in Member State B is to be
enjoined from using as a trade mark the name "Ideal Standard" because of the risk of confusion with a device
having the same origin, even if the manufacturer is lawfully using that name in his country of origin under a
trade mark protected there, he acquired that trade mark by assignment and the trade mark originally belonged
to a company affiliated to the undertaking which, in Member State A, opposes the importation of goods
bearing the trade mark "Ideal Standard".

1 By order of 15 December 1992, received at the Court on 12 January 1993, the Oberlandesgericht (Higher
Regional Court) Duesseldorf referred to the Court for a preliminary ruling under Article 177 of the EEC
Treaty a question on the interpretation of Articles 30 and 36 of the EEC Treaty in order to assess the
compatibility with Community law of restrictions on the use of a name where a group of companies held,
through subsidiaries, a trade mark consisting of that name in several Member States of the Community and
where that trade mark was assigned, for one Member State only and for some of the products for which it
had been registered, to an undertaking outside the group.

2 That question arose in a dispute between Ideal-Standard GmbH and IHT, both German companies, regarding
the use in Germany of the trade mark "Ideal Standard" for heating equipment manufactured in France by IHT'
s parent, Compagnie Internationale de Chauffage ("CICh").

3 Until 1984 the American Standard group held, through its German and French subsidiaries ° Ideal-Standard
GmbH and Ideal-Standard SA ° the trade mark "Ideal Standard" in Germany and in France for sanitary fittings
and heating equipment.

© An extract from a JUSTIS database



61993J0009 European Court reports 1994 Page I-02789 5

4 In July 1984 the French subsidiary of that group, Ideal-Standard SA, sold the trade mark for the heating
equipment sector, with its heating business, to Société Générale de Fonderie ("SGF"), a French company with
which it had no links. That trade mark assignment related to France (including the overseas departments and
territories), Tunisia and Algeria.

5 The background to that assignment was the following. From 1976 Ideal-Standard SA had been in financial
difficulties. Insolvency proceedings were opened. A management agreement was concluded between the
trustees and another French company set up by, inter alios, SGF. That company carried on Ideal-Standard SA'
s production and sales activities. The management agreement came to an end in 1980. The business of
Ideal-Standard SA' s heating equipment division remained unsatisfactory. In view of SGF' s interest in
maintaining the heating equipment division and its marketing in France under the device "Ideal Standard",
Ideal-Standard SA assigned the trade mark and transferred the production plants for the heating division
referred to in paragraph 4 to SGF. SGF later assigned the trade mark to another French company, CICh,
which, like SGF, is part of the French Nord-Est group and has no links with the American Standard group.

6 Ideal-Standard GmbH brought proceedings against IHT for infringement of its trade mark and its
commercial name by marketing in Germany heating equipment bearing the trade mark "Ideal Standard"
manufactured in France by CICh. Ideal-Standard GmbH was still the owner of the trade mark "Ideal Standard"
in Germany both for sanitary fittings and for heating equipment although it had stopped manufacturing and
marketing heating equipment in 1976.

7 The action seeks an injunction against IHT from marketing in Germany heating equipment bearing the trade
mark "Ideal Standard" and from using that trade mark on various commercial documents.

8 At first instance the proceedings were heard by the Landgericht (Regional Court) Duesseldorf which, by
judgment of 25 February 1992, upheld the claim.

9 The Landgericht held first that there was risk of confusion. The device used ° the name "Ideal Standard" °
was identical. Moreover, the products were sufficiently close for the relevant users, seeing the same device on
the products, to be led to believe that they came from the same undertaking.

10 The Landgericht further held that there was no reason for it to avail itself of its power to refer a question
to the Court of Justice under Article 177 of the Treaty on the interpretation of Articles 30 and 36 of the
Treaty. It reviewed the judgments in Case 192/73 Van Zuylen v HAG [1974] ECR 731 (HAG I) and Case
C-10/89 CNL-SUCAL v HAG [1990] ECR I-3711 (HAG II) and held that the reasoning of the Court in HAG
II "suffices to show that there is no longer any foundation for the doctrine of common origin, not only in the
context of the facts underlying that decision, that is cases of expropriation in a Member State, but also in
cases of voluntary division of ownership of a trade mark originally in single ownership, which is the position
in this case".

11 IHT appealed against that judgment to the Oberlandesgericht Duesseldorf which, referring to HAG II,
considered whether this case should, as the Landgericht had held, be decided in the same way pursuant to
Community law.

12 Accordingly, the Oberlandesgericht referred the following question to the Court of Justice for a preliminary
ruling:

"Does it constitute an unlawful restriction of intra-Community trade, within the meaning of Articles 30 and
36 of the EEC Treaty, for an undertaking carrying on business in Member State A which is a subsidiary of
a manufacturer of heating systems based in Member State B to be prohibited from using as a trade mark
the name 'Ideal Standard' on the grounds of risk of confusion with a mark having the same origin, where
the name 'Ideal Standard' is lawfully used by the

© An extract from a JUSTIS database



61993J0009 European Court reports 1994 Page I-02789 6

manufacturer in its home country by virtue of a trade mark registered there which it has acquired by means
of a legal transaction and which was originally the property of a company affiliated to the undertaking
which is opposing, in Member State A, the importation of goods marked 'Ideal Standard' ?"

13 It is common ground that a prohibition on the use in Germany by IHT of the name "Ideal Standard" for
heating equipment would constitute a measure having equivalent effect to a quantitative restriction under
Article 30. The question is, therefore, whether that prohibition may be justified under Article 36 of the Treaty.

14 It is appropriate first of all to review certain key features of trade-mark law and the case-law of the Court
on Articles 30 and 36 of the Treaty in order to identify the precise legal context of the national court' s
question.

The similarity of the products and the risk of confusion

15 The HAG II case, whose bearing on the main proceedings is the point of the question put by the national
court, related to a situation where it was not just the name that was identical but also the products marketed
by the parties to the dispute. This dispute, by contrast, relates to the use of an identical device for different
products since Ideal-Standard GmbH is relying on its registration of the trade mark "Ideal Standard" for
sanitary fittings in order to oppose the use of that device for heating equipment.

16 It is common ground that the right of prohibition stemming from a protected trade mark, whether protected
by registration or on some other basis, extends beyond the products for which the trade mark has been
acquired. The object of trade-mark law is to protect owners against contrivances of third parties who might
seek, by creating a risk of confusion amongst consumers, to take advantage of the reputation accruing to the
trade mark (see Case 102/77 Hoffmann-La Roche v Centrafarm [1978] ECR 1139, paragraph 7). That risk
may arise from the use of an identical device for products different from those for which a trade mark has
been acquired (by registration or otherwise) where the products in question are sufficiently close to induce
users seeing the same device on those products to conclude that the products come from the same
undertaking. Similarity of the products is thus part of the concept of risk of confusion and must be assessed
in relation to the purpose of trade-mark law.

17 In its observations the Commission warned against taking the broad view of the risk of confusion and
similarity of products taken by the German courts, since it is liable to have restrictive effects, not covered by
Article 36 of the EEC Treaty, on the free movement of goods.

18 As regards the period before the entry into force of the First Council Directive (89/104/EEC) of 21
December 1988 to approximate the laws of the Member States relating to trade marks (OJ 1989 L 40, p. 1),
which was postponed to 31 December 1992 by Article 1 of Council Decision 92/10/EEC of 19 December
1991 (OJ 1992 L 6, p. 35), that being the material period for the main dispute, the Court held in Case
C-317/91 Deutsche Renault v Audi [1993] ECR I-6227 that "the determination of the criteria allowing the
conclusion to be drawn that there is a risk of confusion is part of the detailed rules for protection of trade
marks, which... are a matter for national law" (paragraph 31) and "Community law does not lay down any
criterion requiring a strict interpretation of the risk of confusion" (paragraph 32).

19 However, as was held in the Deutsche Renault case, application of national law continues to be subject to
the limits set out in the second sentence of Article 36 of the Treaty: there must be no arbitrary discrimination
or disguised restriction on trade between Member States. There would, in particular, be a disguised restriction
if the national court were to conduct an arbitrary assessment of the similarity of products. As soon as
application of national law as to similarity
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of the products led to arbitrary discrimination or a disguised restriction, the obstacle to imports could not
anyway be justified under Article 36. Moreover, if the competent national court were finally to hold that the
products in question were not similar, there would be no obstacle to imports susceptible of justification under
Article 36.

20 Subject to those reservations, it is for the court hearing the main proceedings to assess the similarity of the
products in question. Since that is a question involving determination of the facts of which only the national
court can have direct knowledge and so, to that extent, is outside the Court' s jurisdiction under Article 177,
the Court must proceed on the assumption that there is a risk of confusion. The problem therefore arises on
the same basis as if the products for which the trade mark was assigned and those covered by the registration
relied on in Germany were identical.

The territorial nature and independence of national trade-mark rights

21 Since this case concerns a situation where the trade mark has been assigned for one State only and the
question whether the solution in HAG II regarding the splitting of a mark as a result of sequestration also
applies in the event of splitting by voluntary act, it should be noted first, as the United Kingdom pointed out,
that national trade-mark rights are not only territorial but also independent of each other.

22 National trade-mark rights are first of all territorial. This principle of territoriality, which is recognized
under international treaty law, means that it is the law of the country where protection of a trade mark is
sought which determines the conditions of that protection. Moreover, national law can only provide relief in
respect of acts performed on the national territory in question.

23 Article 36 of the EEC Treaty itself, by allowing certain restrictions on imports on grounds of protection of
intellectual property, presupposes that in principle the legislation of the importing State applies to acts
performed in that State in relation to the imported product. A restriction on importation permitted by that
legislation will of course escape Article 30 only if it is covered by Article 36.

24 National trade-mark rights are also independent of each other.

25 The principle of the independence of trade marks is expressed in Article 6(3) of the Paris Union
Convention for the Protection of Industrial Property of 20 March 1883, as last revised at Stockholm on 14
July 1967 (United Nations Treaty Series, Vol. 828, No 11851, p. 305) which provides: "A mark duly
registered in a country of the Union shall be regarded as independent of marks registered in other countries of
the Union...".

26 That principle has led to recognition that a trade mark right may be assigned for one country without at
the same time being assigned by its owner in other countries.

27 The possibility of independent assignments is first of all implicit in Article 6quater of the Paris Union
Convention.

28 Some national laws permit the transfer of the trade mark without a concomitant transfer of the undertaking
whilst others continue to require that the undertaking should be transferred with the trade mark. In some
countries the requirement of the concomitant transfer of the undertaking was even interpreted as necessitating
the transfer of the whole undertaking even if certain parts of it were situated in countries other than that for
which the transfer was proposed. The transfer of a trade mark for one country therefore almost necessarily
entailed the transfer of the trade mark for other countries.

29 That is why Article 6quater of the Paris Union Convention provided: "When, in accordance with the law
of a country of the Union, the assignment of mark is valid only if it takes place at the same time as the
transfer of the business or goodwill to which the mark belongs, it shall suffice
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for the recognition of such validity that the portion of the business or goodwill located in that country be
transferred to the assignee, together with the exclusive right to manufacture in the said country, or to sell
therein the goods bearing the mark assigned."

30 By thus making possible the assignment of a trade mark for one country without the concomitant transfer
of the trade mark in another country, Article 6quater of the Paris Union Convention presupposes that such
independent assignments may be made.

31 The principle of the independence of trade marks is, moreover, expressly enshrined in Article 9ter(2) of the
Madrid Agreement concerning the International Registration of Marks of 14 April 1891, as last revised at
Stockholm in 1967 (United Nations Treaty Series, Vol. 828, No 11852, p. 389), which provides: "The
International Bureau shall likewise record the assignment of an international mark in respect of one or several
of the contracting countries only."

32 Unified laws, which bring the territory of several States into a single territory for purposes of trade-mark
law, such as the Uniform Benelux Law on Trade Marks for Goods (annexed to the Convention Benelux en
Matière de Marques de Produits, Bulletin Benelux, 1962-2, p. 57, Protocol of 10 November 1983, Bulletin
Benelux of 15 December 1983, p. 72) or Council Regulation (EEC) No 40/94 of 20 December 1993 on the
Community trade mark (OJ 1994 L 11, p. 1) render void transfers of trade marks for only one part of the
territory to which they apply (see paragraphs 53 and 54 below). However, those unified laws do not, any
more than national laws, make the validity of a trade-mark assignment for the territory to which they apply
conditional on the concomitant assignment of the trade mark for the territory of third States.

The case-law on Articles 30 and 36, trade-mark law and parallel imports

33 On the basis of the second sentence of Article 36 of the Treaty the Court has consistently held:

"Inasmuch as it provides an exception to one of the fundamental principles of the common market, Article
36 in fact only admits of derogations from the free movement of goods where such derogations are
justified for the purpose of safeguarding rights which constitute the specific subject-matter of this property.

In relation to trade marks, the specific subject-matter of the industrial property is the guarantee that the owner
of the trade mark has the exclusive right to use that trade mark, for the purpose of putting products protected
by the trade mark into circulation for the first time, and is therefore intended to protect him against
competitors wishing to take advantage of the status and reputation of the trade mark by selling products
illegally bearing that trade mark.

An obstacle to the free movement of goods may arise out of the existence, within a national legislation
concerning industrial and commercial property, of provisions laying down that a trade mark owner' s right is
not exhausted when the product protected by the trade mark is marketed in another Member State, with the
result that the trade mark owner can [oppose] importation of the product into his own Member State when it
has been marketed in another Member State.

Such an obstacle is not justified when the product has been put onto the market in a legal manner in the
Member State from which it has been imported, by the trade mark owner himself or with his consent, so that
there can be no question of abuse or infringement of the trade mark.

In fact, if a trade mark owner could prevent the import of protected products marketed by him or with his
consent in another Member State, he would be able to partition off national markets and thereby restrict trade
between Member States, in a situation where no such restriction was necessary to guarantee the essence of the
exclusive right flowing from the trade mark" (see Case 16/74 Centrafarm v Winthrop [1974] ECR 1183,
paragraphs 7 to 11).
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34 So, application of a national law which would give the trade-mark owner in the importing State the right
to oppose the marketing of products which have been put into circulation in the exporting State by him or
with his consent is precluded as contrary to Articles 30 and 36. This principle, known as the exhaustion of
rights, applies where the owner of the trade mark in the importing State and the owner of the trade mark in
the exporting State are the same or where, even if they are separate persons, they are economically linked. A
number of situations are covered: products put into circulation by the same undertaking, by a licensee, by a
parent company, by a subsidiary of the same group, or by an exclusive distributor.

35 There are numerous instances in national case-law and Community case-law where the trade mark had
been assigned to a subsidiary or to an exclusive distributor in order to enable those undertakings to protect
their national markets against parallel imports by taking advantage of restrictive approaches to the exhaustion
of rights in the national laws of some States.

36 Articles 30 and 36 defeat such manipulation of trade-mark rights since they preclude national laws which
enable the holder of the right to oppose imports.

37 In the situations described above (paragraph 34) the function of the trade mark is in no way called in
question by freedom to import. As was held in HAG II: "For the trade mark to be able to fulfil [its] role, it
must offer a guarantee that all goods bearing it have been produced under the control of a single undertaking
which is accountable for their quality" (paragraph 13). In all the cases mentioned, control was in the hands of
a single body: the group of companies in the case of products put into circulation by a subsidiary; the
manufacturer in the case of products marketed by the distributor; the licensor in the case of products marketed
by a licensee. In the case of a licence, the licensor can control the quality of the licensee' s products by
including in the contract clauses requiring the licensee to comply with his instructions and giving him the
possibility of verifying such compliance. The origin which the trade mark is intended to guarantee is the
same: it is not defined by reference to the manufacturer but by reference to the point of control of
manufacture (see the statement of grounds for the Benelux Convention and the Uniform Law, Bulletin
Benelux, 1962-2, p. 36).

38 It must further be stressed that the decisive factor is the possibility of control over the quality of goods,
not the actual exercise of that control. Accordingly, a national law allowing the licensor to oppose importation
of the licensee' s products on grounds of poor quality would be precluded as contrary to Articles 30 and 36:
if the licensor tolerates the manufacture of poor quality products, despite having contractual means of
preventing it, he must bear the responsibility. Similarly if the manufacture of products is decentralized within
a group of companies and the subsidiaries in each of the Member States manufacture products whose quality
is geared to the particularities of each national market, a national law which enabled one subsidiary of the
group to oppose the marketing in the territory of that State of products manufactured by an affiliated company
on grounds of those quality differences would also be precluded. Articles 30 and 36 require the group to bear
the consequences of its choice.

39 Articles 30 and 36 thus debar the application of national laws which allow recourse to trade-mark rights in
order to prevent the free movement of a product bearing a trade mark whose use is under unitary control.

The situation where unitary control of the trade mark has been severed following assignment for one or
several Member States only

40 The problem posed by the Oberlandesgericht' s question is whether the same principles apply where the
trade mark has been assigned, for one or several Member States only, to an undertaking which has no
economic link with the assignor and the assignor opposes the marketing, in the State
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in which he has retained the trade mark, of products to which the trade mark has been affixed by the
assignee.

41 That situation must be clearly distinguished from the case where the imported products come from a
licensee or a subsidiary to which ownership of the trade-mark right has been assigned in the exporting State: a
contract of assignment by itself, that is in the absence of any economic link, does not give the assignor any
means of controlling the quality of products which are marketed by the assignee and to which the latter has
affixed the trade mark.

42 The Commission has submitted that by assigning in France the trade mark "Ideal Standard" for heating
equipment to a third company, the American Standard group gave implied consent to that third company
putting heating equipment into circulation in France bearing that trade mark. Because of that implied consent,
it should not be possible to prohibit the marketing in Germany of heating equipment bearing the assigned
trade mark.

43 That view must be rejected. The consent implicit in any assignment is not the consent required for
application of the doctrine of exhaustion of rights. For that, the owner of the right in the importing State
must, directly or indirectly, be able to determine the products to which the trade mark may be affixed in the
exporting State and to control their quality. That power is lost if, by assignment, control over the trade mark
is surrendered to a third party having no economic link with the assignor.

44 The insulation of markets where, for two Member States of the Community, there are separate trade-mark
owners having no economic links is a result that has already been accepted by the Court in HAG II.
However, since that was a case where unitary ownership was divided following sequestration, it has been
submitted that the same result does not have to be adopted in the case of voluntary division.

45 That view cannot be accepted because it is contrary to the reasoning of the Court in HAG II. The Court
began by noting that trade-mark rights are an essential element in the system of undistorted competition which
the Treaty seeks to establish (paragraph 13). It went on to recall the identifying function of trade marks and,
in a passage cited in paragraph 37 above, the conditions for trade marks to be able to fulfil that role. The
Court further noted that the scope of the exclusive right which is the specific subject-matter of the trade mark
must be determined having regard to its function (paragraph 14). It stressed that in that case the determinant
factor was absence of consent of the proprietor of the trade mark in the importing State to the putting into
circulation in the exporting State of products marketed by the proprietor of the right in the latter State
(paragraph 15). It concluded that free movement of the goods would undermine the essential function of the
trade mark: consumers would no longer be able to identify for certain the origin of the marked goods and the
proprietor of the trade mark could be held responsible for the poor quality of goods for which he was in no
way accountable (paragraph 16).

46 Those considerations apply, as was rightly stressed by the United Kingdom and Germany and was held by
the Landgericht Duesseldorf at first instance, whether the splitting of the trade mark originally held by the
same owner is due to an act of public authority or a contractual assignment.

47 IHT in particular has submitted that the owner of a trade mark who assigns the trade mark in one Member
State, while retaining it in others, must accept the consequences of the weakening of the identifying function
of the trade mark flowing from that assignment. By a territorially limited assignment, the owner voluntarily
renounces his position as the only person marketing goods bearing the trade mark in question in the
Community.

48 That argument must be rejected. It fails to take account of the fact that, since trade-mark rights are
territorial, the function of the trade mark is to be assessed by reference to a particular
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territory (paragraph 18 of HAG II).

49 IHT has further argued that the French subsidiary, Ideal-Standard SA, has adjusted itself in France to a
situation where products (such as heating equipment and sanitary fittings) from different sources may be
marketed under the same trade mark on the same national territory. The conduct of the German subsidiary of
the same group which opposes the marketing of the heating equipment in Germany under the trade mark
"Ideal Standard" is therefore abusive.

50 That argument cannot be upheld either.

51 First of all, the assignment was made only for France. The effect of that argument, if it were accepted,
would, as the German Government points out, be that assignment of the right for France would entail
permission to use the device in Germany, whereas assignments and licences always relate, having regard to
the territorial nature of national trade-mark rights, to a specified territory.

52 Moreover, and most importantly, French law, which governs the assignment in question here, permits
assignments of trade marks confined to certain products, with the result that similar products from different
sources may be in circulation on French territory under the same trade mark, whereas German law, by
prohibiting assignments of trade marks confined to certain products, seeks to prevent such co-existence. The
effect of IHT' s argument, if it were accepted, would be to extend to the importing State whose law opposes
such co-existence the solution prevailing in the exporting State despite the territorial nature of the rights in
question.

53 Starting from the position that assignment to an assignee having no links with the assignor would lead to
the existence of separate sources within a single territory and that, in order to safeguard the function of the
trade mark, it would then be necessary to allow prohibition of export of the assignee' s products to the
assignor' s territory and vice versa, unified laws, to avoid creating such obstacles to the free movement of
goods, render void assignments made for only part of the territory covered by the rights they create. By
limiting the right to dispose of the trade mark in this way, such unified laws ensure single ownership
throughout the territory to which they apply and guarantee free movement of the product.

54 Thus, the Uniform Benelux Law on Trade Marks for Goods, whose objective was to unify the territory of
the three States for trade-mark purposes (statement of grounds, Bulletin Benelux, 1962-2, pp. 3 and 4),
provided that, from the date of its entry into force, a trade mark could be granted only for the whole of
Benelux (statement of grounds, Bulletin Benelux, 1962-2, p. 14). To that end it further provided that
trade-mark assignments not effected for the whole of Benelux were void.

55 The regulation on the Community trade mark referred to above also creates a right with a unitary
character. Subject to certain exceptions (see in this respect Article 106 on the prohibition of use of
Community trade marks and Article 107 on prior rights applicable to particular localities), the Community
trade mark "shall have equal effect throughout the Community: it shall not be registered, transferred or
surrendered or be the subject of a decision revoking the rights of the proprietor or declaring it invalid, nor
shall its use be prohibited, save in respect of the whole Community" (Article 1(2)).

56 However, unlike the Benelux Law, "the Community law relating to trade marks ... does not replace the
laws of the Member States on trade marks" (fifth recital in the preamble to the regulation on the Community
trade mark). The Community trade mark is merely superimposed on the national rights. Undertakings are in no
way obliged to take out Community trade marks (fifth recital). Moreover, the existence of earlier national
rights may be an obstacle to the registration of a Community trade mark since, under Article 8 of the
regulation, the owner of a trade mark in a single Member State may oppose the registration of a Community
trade mark by the proprietor of national rights
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for identical or similar products in all the other Member States. That provision cannot be interpreted as
precluding the assignment of national trade marks for one or more States of the Community only. It is
therefore apparent that the regulation on the Community trade mark does not render void assignments of
national marks which are confined to certain States of the Community.

57 That sanction cannot be introduced through case-law. To hold that the national laws are measures having
equivalent effect which fall under Article 30 and are not justified by Article 36, in that, given the
independence of national rights (see paragraphs 25 to 32 above), they do not, at present, make the validity of
assignments for the territories to which they apply conditional on the concomitant assignment of the trade
mark for the other States of the Community, would have the effect of imposing on the States a positive
obligation, namely to embody in their laws a rule rendering void assignments of national trade marks made
for part only of the Community.

58 It is for the Community legislature to impose such an obligation on the Member States by a directive
adopted under Article 100a of the EEC Treaty, elimination of the obstacles arising from the territoriality of
national trade marks being necessary for the establishment and functioning of the internal market, or itself to
enact that rule directly by a regulation adopted under the same provision.

59 It should be added that, where undertakings independent of each other make trade-mark assignments
following a market-sharing agreement, the prohibition of anti-competitive agreements under Article 85 applies
and assignments which give effect to that agreement are consequently void. However, as the United Kingdom
rightly pointed out, that rule and the accompanying sanction cannot be applied mechanically to every
assignment. Before a trade-mark assignment can be treated as giving effect to an agreement prohibited under
Article 85, it is necessary to analyse the context, the commitments underlying the assignment, the intention of
the parties and the consideration for the assignment.

60 In view of the foregoing, the answer to the Oberlandesgericht Duesseldorf' s question must be that there is
no unlawful restriction on trade between Member States within the meaning of Articles 30 and 36 where a
subsidiary operating in Member State A of a manufacturer established in Member State B is to be enjoined
from using as a trade mark the name "Ideal Standard" because of the risk of confusion with a device having
the same origin, even if the manufacturer is lawfully using that name in his country of origin under a trade
mark protected there, he acquired that trade mark by assignment and the trade mark originally belonged to a
company affiliated to the undertaking which, in Member State A, opposes the importation of goods bearing
the trade mark "Ideal Standard".
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Judgment of the Court of First Instance (First Chamber)
First Instance (First Chamber)First Instance (First Chamber)1995. Sotralentz SA v Commission of the
European Communities. Competition - Infringement of Article 85 of the EEC Treaty. Case T-149/89.

++++

1. Competition ° Division of powers between the Commission and the authorities of the Member States °
Right of national authorities to take action against cartels prohibited by Community law ° Limits ° Powers of
the Commission to take action concerning situations already examined by the national authorities

(EEC Treaty, Art. 85(1))

2. Competition ° Fines ° Amount ° Community penalties and penalties imposed by the authorities of a
Member State for infringement of domestic competition law ° Imposition of both ° Permissible ° Commission'
s obligation to take account of a national penalty imposed in respect of the same conduct

(Council Regulation No 17, Art. 15)

3. Competition ° Agreements, decisions and concerted practices ° Agreements between undertakings °
Participation allegedly under pressure ° Not a factor such as to justify failure by an undertaking to notify the
competent authorities

(EEC Treaty, Art. 85(1); Council Regulation No 17, Art. 3)

4. Competition ° Agreements, decisions and concerted practices ° Agreements between undertakings ° Proof of
the existence of an agreement ° Evidence put forward by the Commission ° Counter-arguments advanced by
the undertaking concerned ° Verification a matter for the Community judicature

(EEC Treaty, Art. 85(1))

5. Acts of the institutions ° Statement of reasons ° Obligation ° Scope ° Decision applying the competition
rules

(EEC Treaty, Art. 190)

6. Competition ° Community rules ° Application by the Commission ° Not influenced by the application of
similar national rules by a national authority

1. One and the same agreement may, in principle, be the subject of parallel proceedings, one set before the
Community authorities under Article 85(1) of the Treaty and the other before the national authorities under
domestic law. But while the national competition authorities may thus take action regarding situations liable to
be the subject of a Commission decision, that parallel application of the national system can be allowed only
in so far as it does not prejudice the uniform application throughout the common market of the Community
rules on cartels and of the full effect of the measures adopted in implementation of those rules.

It follows that the Commission retains its powers to examine, under Community competition law, facts which
have already been examined by the national authorities.

2. Although the possibility of concurrent sanctions resulting from two parallel procedures pursuing different
ends is acceptable as a result of the special system of sharing jurisdiction between the Community and the
Member States with regard to cartels, by virtue of a general requirement of natural justice the Commission
must, in determining the amount of the fine under Article 15 of Regulation No 17, take account of penalties
which have already been borne by the same undertaking
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for the same action, where they have been imposed for infringements of the cartel law of a Member State
and, consequently, have been committed on Community territory.

3. An undertaking which participates in an agreement, decision or concerted practice within the meaning of
Article 85(1) of the Treaty cannot rely on the fact that it did so under pressure from the other participants. It
could have complained to the competent authorities about the pressure brought to bear on it and lodged a
complaint with the Commission under Article 3 of Regulation No 17 rather than participating in such
activities.

4. Where the Commission refers, as evidence of an undertaking' s participation in a cartel prohibited by
Article 85(1) of the Treaty, to circumstances described as being indicative of the existence of such a cartel
and the undertaking concerned seeks to justify those circumstances by claiming that they form part of the
implementation of a patent licence agreement not claimed by the Commission to be unlawful, the Court must
verify whether the matters raised by the Commission can be accounted for by anything other than the
existence of a cartel, in particular the existence of the licence agreement referred to.

5. Although under Article 190 of the Treaty the Commission is obliged to state the reasons on which its
decisions are based, mentioning the factual and legal elements which provide the legal basis for the measure
and the considerations which have led it to adopt its decision, it is not required in the case of a decision
applying the competition rules to discuss all the issues of fact and law raised by every party during the
administrative procedure.

6. No similarities which may exist between the legislation of a Member State in the field of competition and
the rules laid down in Articles 85 and 86 of the Treaty can in any circumstances serve to restrict the
Commission' s freedom of action in applying Articles 85 and 86 so as to compel it to adopt the same
assessment as the authorities responsible for implementing the national legislation.

In Case T-149/89,

Sotralentz SA, a company incorporated under French law, established in Drulingen (France), represented by
Xavier de Mello, Philippe Pepy and Jean Christian Percerou, of the Paris Bar, with an address for service in
Luxembourg at the Chambers of Bruno Decker, 16 Avenue Marie-Thérèse,

applicant,

v

Commission of the European Communities, represented by Norbert Koch, Enrico Traversa and Julian Currall,
of its Legal Service, acting as Agents, and Nicole Coutrelis and André Coutrelis, of the Paris Bar, with an
address for service in Luxembourg at the office of Georgios Kremlis, of its Legal Service, Wagner Centre,
Kirchberg,

defendant,

APPLICATION for the annulment of Commission Decision 89/515/EEC of 2 August 1989 relating to a
proceeding under Article 85 of the EEC Treaty (IV/31.553 ° Welded steel mesh, OJ 1989 L 260, p. 1),

THE COURT OF FIRST INSTANCE

OF THE EUROPEAN COMMUNITIES (First Chamber),

composed of: H. Kirschner, President, C.W. Bellamy, B. Vesterdorf, R. García-Valdecasas and K. Lenaerts,
Judges,

Registrar: H. Jung,
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having regard to the written procedure and further to the hearing from 14 to 18 June 1993,

gives the following

Judgment

Costs

81 The Commission contends that, in any event and whatever the outcome of the proceedings, it cannot be
ordered to pay the costs incurred by Sotralentz, since the latter failed to ask for them in its application.

82 In that connection, it must be noted that the Court of Justice and the Court of First Instance have
consistently held that the fact that the successful party did not ask for costs until the hearing does not debar
the Court from awarding them (see the judgment of the Court of Justice in Case 113/77 NTN Toyo Bearing
and Others v Council [1979] ECR 1185 and the Opinion of Advocate General Warner in that case, at p. 1274,
and the judgment of the Court of First Instance in Case T-64/89 Automec v Commission [1990] ECR II-367).
Since, in the present case, the applicant asked in its reply for costs to be awarded against the Commission, it
is, a fortiori, appropriate to award costs to it.

83 Consequently, it is appropriate to take account of the principle laid down in Article 87(2) of the Rules of
Procedure, under which the unsuccessful party is to be ordered to pay the costs if they have been applied for
in the successful party' s pleadings. However, under Article 87(3), the Court may, where each party succeeds
on some and fails on other heads, order that the costs be shared. Since the action has been partially
successful, the Court considers that the circumstances of the case will be properly taken into account if the
Commission is ordered to pay its own costs and one-half of the applicant' s costs.

On those grounds,

THE COURT OF FIRST INSTANCE (First Chamber)

hereby:

1. Annuls Article 1 of Commission Decision 89/515/EEC of 2 August 1989 relating to a proceeding under
Article 85 of the EEC Treaty (IV/31.553 ° Welded steel mesh) as regards the findings therein that the
applicant participated in an agreement defining price and quotas on the French market in the period
1981-1982, that it participated after June 1984 in an agreement having the same object on the French market
in the period 1983-1984, and that it participated in an agreement with Baustahlgewebe GmbH having to set
quotas for its exports to the German market;

2. Reduces the amount of the fine imposed on the applicant by Article 3 of that decision to ECU 57 000;

3. Dismisses the application as regards the remaining claims;

4. Orders the Commission to bear its costs and to pay one-half of the applicant' s costs;

5. Orders the applicant to bear one-half of its costs.

Facts

1 This case concerns Commission Decision 89/515/EEC of 2 August 1989 relating to a proceeding under
Article 85 of the EEC Treaty (OJ 1989 L 260, p. 1) (hereinafter "the Decision"), in which the Commission
imposed a fine on 14 producers of welded steel mesh for having infringed Article 85(1) of the EEC Treaty.
The product with which the contested Decision is concerned is welded
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steel mesh. It is a prefabricated reinforcement product made from smooth or ribbed cold-drawn reinforcing
steel wires joined together by right-angle spot welding to form a network. It is used in almost all areas of
reinforced concrete construction.

2 As from 1980 a number of agreements and practices, which gave rise to the Decision, came into being in
that sector on the German, French and Benelux markets.

3 For the German market, on 31 May 1983 the Federal Cartel Office granted authorization for the
establishment of a structural crisis cartel of German producers of welded steel mesh, which, after being
renewed once, expired in 1988. The purpose of the cartel was to reduce capacity; it also provided for delivery
quotas and price fixing, the latter being authorized, however, only for the first two years of its operation
(points 126 and 127 of the Decision).

4 On 20 June 1985, the French Competition Commission issued a notice concerning the competitive situation
on the welded steel mesh market in France, which was followed by Decision No 85 ° 6 DC of 3 September
1985 of the French Minister for the Economy, Finance and Budget, imposing fines on a number of French
companies for taking action and engaging in practices whose object or effect was to restrict or distort
competition and hamper the normal functioning of the market in the period 1982 to 1984. The applicant was
fined FF 10 000 for participation in certain conduct described in the Decision from the end of September
1983 to April 1984.

5 On 6 and 7 November 1985 Commission officials, acting under Article 14(3) of Regulation No 17 of the
Council of 6 February 1962, First Regulation implementing Articles 85 and 86 of the Treaty (OJ, English
Special Edition 1959-1962, p. 87, hereinafter Regulation No 17 ), carried out simultaneous investigations
without prior warning at the premises of seven undertakings and two associations, namely: Tréfilunion SA,
Sotralentz SA, Tréfilarbed Luxembourg/Saarbruecken SARL, Ferriere Nord SpA (Pittini), Baustahlgewebe
GmbH, Thibodraad en Bouwstaalprodukten BV, NV Bekaert, Syndicat National du Tréfilage d' Acier (STA)
and Fachverband Betonstahlmatten eV; on 4 and 5 December 1985 they conducted other investigations at the
premises of ILRO SpA, GB Martinelli, NV Usines Gustave Boel (Afdeling Trébos), Tréfileries de Fontaine-l'
Evêque, Frère-Bourgeois Commerciale SA, Van Merksteijn Staalbouw SA and ZND Bouwstaal BV.

6 The evidence found in those investigations and the information obtained under Article 11 of Regulation No
17 led the Commission to conclude that between 1980 and 1985 the producers in question had infringed
Article 85 of the Treaty through a series of agreements or concerted practices relating to delivery quotas for,
and the prices of, welded steel mesh. The Commission initiated the procedure provided for in Article 3(1) of
Regulation No 17 and, on 12 March 1987, a statement of objections was sent to the undertakings concerned,
which replied to it. A hearing of their representatives took place on 23 and 24 November 1987.

7 At the end of that procedure the Commission adopted the Decision. According to the Decision (point 22),
the restrictions of competition derived from a set of agreements or concerted practices fixing prices and
delivery quotas and sharing markets for welded steel mesh. Those agreements, according to the Decision,
concerned different parts of the common market (the French, German or Benelux markets), but affected trade
between Member States because undertakings established in various Member States participated in them. The
Decision states that "there was no general agreement between all manufacturers in all the Member States
concerned, but rather a complex of different agreements, the parties to which were not always the same.
Nevertheless, as a result of the regulation of the individual sub-markets this complex of agreements had the
effect of producing far-reaching regulation of a substantial part of the common market".

8 The operative part of the Decision is as follows:
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Article 1

Tréfilunion SA, Société Métallurgique de Normandie (SMN), Chiers-Châtillon-Gorcy (Tecnor), Société de
Treillis et Panneaux Soudés, Sotralentz SA, Tréfilarbed SA, or Tréfilarbed Luxembourg/Saarbruecken SARL,
Tréfileries Fontaine l' Evêque, Frère-Bourgeois Commerciale SA (now Steelinter SA), NV Usines Gustave
Boel, Afdeling Trébos, Thibo Draad- en Bouwstaalprodukten BV (now Thibo Bouwstaal BV), Van Merksteijn
Staalbouw BV, ZND Bouwstaal BV, Baustahlgewebe GmbH, ILRO SpA, Ferriere Nord SpA (Pittini), and GB
Martinelli fu GB Metallurgica SpA have infringed Article 85(1) of the EEC Treaty by participating from 27
May 1980 until 5 November 1985 on one or more occasions in one or more agreements or concerted practices
(hereinafter referred to as agreements ) consisting in the fixing of selling prices, the restricting of sales, the
sharing of markets and in measures to implement these agreements and to monitor their operation.

Article 2

The undertakings named in Article 1 which are still involved in the welded steel mesh sector in the
Community shall forthwith bring the said infringements to an end (if they have not already done so) and shall
henceforth refrain in relation to their welded steel mesh operations from any agreement or concerted practice
which may have the same or similar object or effect.

Article 3

The following fines are hereby imposed on the undertakings named below in respect of the infringements
found in Article 1:

1. Tréfilunion SA (TU): a fine of ECU 1 375 000;

2. Société Métallurgique de Normandie (SMN): a fine of ECU 50 000;

3. Société des Treillis et Panneaux Soudés (STPS): a fine of ECU 150 000;

4. Sotralentz SA: a fine of ECU 228 000;

5. Tréfilarbed Luxembourg/Saarbruecken SARL: a fine of ECU 1 143 000;

6. Steelinter SA: a fine ECU 315 000;

7. NV Usines Gustave Boel, Afdeling Trébos: a fine of ECU 550 000;

8. Thibo Bouwstaal BV: a fine of ECU 420 000;

9. Van Merksteijn Staalbouw BV: a fine of ECU 375 000;

10. ZND Bouwstaal BV: a fine of ECU 42 000;

11. Baustahlgewebe GmbH (BStG): a fine of ECU 4 500 000;

12. ILRO SpA: a fine of ECU 13 000;

13. Ferriere Nord SpA (Pittini): a fine of ECU 320 000;

14. GB Martinelli fu GB Metallurgica SpA: a fine of ECU 20 000.
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Articles 4 and 5 (omissis)

Procedure

9 It was in those circumstances that, by application lodged at the Registry of the Court of Justice on 23
October 1989, the applicant, Sotralentz SA (hereinafter "Sotralentz"), brought the present action for the
annulment of the Decision. Ten of the thirteen other addressees of that Decision also brought an action.

10 By orders of 15 November 1989 the Court of Justice assigned this case and the ten other cases to the
Court of First Instance pursuant to Article 14 of Council Decision 88/591/ECSC, EEC, Euratom of 24 October
1988 establishing a Court of First Instance of the European Communities (OJ 1988 L 319, p. 1). Those
actions were registered under numbers T-141/89 to T-145/89, and T-147/89 to T-152/89.

11 By order of 13 October 1992 the Court of First Instance ordered that, on account of the connection
between the above cases, they should be joined for the purposes of the oral procedure, pursuant to Article 50
of the Rules of Procedure.

12 By letters lodged at the Registry of the Court of First Instance between 22 April 1993 and 7 May 1993
the parties replied to the questions put to them by the Court.

13 Having regard to the replies to those questions and upon hearing the Report of the Judge-Rapporteur, the
Court decided to open the oral procedure without any preparatory inquiry.

14 The parties presented oral argument and answered questions put to them by the Court at the hearing which
took place from 14 to 18 June 1993.

Forms of order sought

15 In its application, the applicant claims that the Court should annul the Commission Decision or, in the
alternative, reduce its severity.

16 In its reply, it claims that the Court should:

° declare that the procedure against it concerned its participation in three separate "agreements";

° annul the Decision wholly or so far as appropriate;

° or, in the further alternative, having regard to the pleas set out in its submissions, amend the Decision and,
in a new decision, declare that Sotralentz did not commit the first and third infringements found against it and
confirm the second infringement only as defined by Sotralentz; consequently, reduce the fine imposed on it to
a token fine;

° order the Commission to pay the costs.

17 The Commission contends that the Court should:

° dismiss the application as unfounded;

° order the applicant to pay the costs.

Substance

18 The applicant puts forward four pleas in law in support of its application. They are: first, lack of powers
on the part of the Commission; secondly, breach of the rights of the defence; thirdly, infringement of Article
85(1) of the Treaty; and, fourthly, infringement of Article 15 of Regulation No 17.

19 Although the applicant set out its pleas in the order given above, the Court considers it appropriate
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to consider first the plea as to the Commission' s lack of powers, secondly the plea as to infringement of
Article 85(1) of the Treaty, and, lastly, the pleas as to breach of the rights of the defence and infringement of
Article 15 of Regulation No 17.

The plea as to the Commission' s lack of powers

Arguments of the parties

20 The applicant states that the French authorities gave a decision on the same facts as the Commission,
namely the fixing of prices and quotas on a single national market in which national producers and common
market importers operated, although the French decision related only to French undertakings or undertakings
whose centre of operations was France (Tréfilarbed). That decision was expressly based on the order of 30
June 1945 and, by implication but necessarily, on Community law. The applicant maintains that, by virtue of
the general principle ne bis in idem, the Commission has no powers to give a decision on the same facts and
that the French undertakings cannot now be found guilty again by application of the same economic and legal
principles to the same facts.

21 The applicant maintains that, even though the Court of Justice held in Case 14/68 Walt Wilhelm [1969]
ECR 1 that the same agreement can in principle be the subject of parallel proceedings, the present case differs
from that one. That case was concerned with a situation where the two sets of proceedings had been
commenced on about the same date and the laws that fell to be applied ° German law and Community law °
differed regarding the circumstances in which they could be invoked and the geographical area in which they
applied. The position is different in this case. The subject-matter of the proceedings brought by French
authorities and by the Commission is exactly the same, namely an international agreement fixing, on a
national market, quotas for imports and the prices charged by all the traders concerned, including importers.

22 Finally, the applicant observes that both the opinion of the French Competition Commission and the
decision of the French Minister make specific mention of the adverse effect on trade between Member States
brought about by the agreements, in which foreign undertakings participated. They add that, if the Commission
obtained important new evidence, neither the Decision nor the statement of objections specifies what new facts
are disclosed by that evidence or, more importantly, how they specifically concerned the applicant.

23 The Commission replies, first, that the applicant is wrong to claim that the French authorities gave a
decision on the basis of Community law and on the same facts as those covered by the Decision. For the
Commission, the French decision is nothing more than a decision taken in implementation of Article 50 of
Order No 45-1483 of 30 June 1945 and the view that it is also based "by implication but necessarily" on
Community law has no legal significance. When the French authorities intend to apply Community
competition law, they do so explicitly. The Commission also states that the French decision took account of
the effects of the agreements not on intra-Community trade but on the domestic market, as is clear from
paragraph X.1.C. of the opinion on which it is based.

24 Secondly, the Commission rejects the applicant' s interpretation of the judgment in Walt Wilhelm. In its
view, whilst it is true that the Walt Wilhelm judgment was given in respect of circumstances different from
those of this case, the a contrario conclusion which the applicant purports to draw, namely that the fact that
there were concurrent proceedings at Community and national level in Walt Wilhelm means that, here, the
Commission lacks powers because in this case the Decision came later than the action by the French
authorities, is entirely without foundation. Paragraph 4 of Walt Wilhelm states "in principle the national cartel
authorities may take proceedings also with regard to situations likely to be the subject of a decision by the
Commission". If the situations examined by a national authority may be "likely" to be the subject of a
Commission decision, that clearly means, in the Commission' s view, that it retains full powers to act in
relation to situations
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already examined by a national authority. It is clear, in the Commission' s view, that it cannot be divested of
the powers conferred on it by Article 89 of the EEC Treaty as a result of action taken by a national
competition authority.

25 Finally, the Commission submits that it had evidence that was not available to the French Competition
Commission (see, in particular, annexes 6 and 21 to the statement of objections).

Findings of the Court

26 It must be emphasized that the Court of Justice has held that one and the same agreement may, in
principle, be the subject of parallel proceedings, one set before the Community authorities under Article 85 of
the Treaty and the other before the national authorities under domestic law. The Court of Justice has made it
clear that, in principle, the national competition authorities may take action regarding situations likely to be
the subject of a Commission decision; however, if the ultimate general aim of the Treaty is to be respected,
that parallel application of the national system can be allowed only in so far as it does not prejudice the
uniform application throughout the common market of the Community rules on cartels and of the full effect of
the measures adopted in implementation of those rules (Walt Wilhelm, paragraph 4).

27 It follows that the Commission retains its powers to examine, under Community competition law, facts
which have already been examined by the national authorities.

28 The Court finds that, in the present case, Decision No 85-6 DC, cited above, of the French Minister for
the Economy, Finance and the Budget, is based on the opinion of the French Competition Commission of 20
June 1985 and explicitly on Article 50 of Order No 45-1483, as indeed the applicant has itself acknowledged;
it was thus taken under national competition law in relation to the effects of the agreement on the domestic
market. Moreover, the Court considers that the Commission, as the latter correctly pointed out, was entitled to
arrive at its own conclusion on the basis of the evidence available to it, which was not necessarily the same
as that in the possession of the French Competition Commission, and it cannot be bound by the conclusions
reached by the national authorities.

29 Furthermore, the case-law of the Court of Justice has accepted the possibility of concurrent sanctions
resulting from two parallel procedures pursuing different ends, the acceptability thereof deriving from the
special system of sharing jurisdiction between the Community and the Member States with regard to cartels.
However, the Court of Justice has established that, by virtue of a general requirement of natural justice, the
Commission must take account of penalties which have already been borne by the same undertaking for the
same conduct, where they have been imposed for infringements of the cartel law of a Member State and,
consequently, have been committed on Community territory (see in that connection Walt Wilhelm, cited
above, paragraph 11, and Case 7/72 Boehringer v Commission [1972] ECR 1281, paragraph 3).

30 The Court finds that that course was followed in this case, the Commission having taken account, in point
205 of the Decision, of the fine already imposed by the French authorities.

31 It follows that the present plea must be rejected.

The plea as to infringement of Article 85(1) of the Treaty

32 The applicant disagrees, first, with the Commission' s analysis of the market. It asserts that it did not
participate in the agreements on the French market in 1981-1982. It then alleges that there is an error in the
Decision concerning its participation in the agreements on the French market in 1983-1984. Finally, it denies
having participated in an agreement with BStG on the setting of quotas for its exports to Germany.

I ° The relevant market
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Arguments of the parties

33 First, the applicant claims that the Decision is vitiated by omissions on technical and economic matters to
such an extent that the Court is precluded from carrying out its review. In particular, the applicant maintains
that the Decision (point 3) is wrong to list three categories of mesh (standard, catalogue and tailor made),
since there are only two types of machine, those which can produce only standard mesh and those which can
produce tailor-made mesh. It considers that those two types of mesh are not in competition with each other
and asserts that, for such competition to exist, it would be necessary, as a result of external events which are
hardly envisageable or a systematic fall in the price of standard mesh, for the latter to "drive out" tailor-made
mesh. However, the applicant concedes that such a situation arose during the period under review.

34 The Commission observes that the wording of the applicant' s complaint might give the impression that it
relates to the statement of the reasons on which the Decision is based. However, the Commission considers
that it is apparent from pages 8 to 14 of the application, to which the applicant itself refers, that the complaint
merely comprises a number of considerations concerning definition of the relevant market. The Commission
emphasizes that where, in point 3, it states that "a high degree of substitutability exists, especially between
standard mesh and catalogue mesh" and that "within [the welded steel mesh market] there is a sub-market for
tailor-made mesh", the Decision says nothing that conflicts with the applicant' s statements.

Findings of the Court

35 The Court considers that, as the Commission rightly pointed out, the applicant' s complaint relates to
aspects of the definition of the relevant market and that its views in that regard are unfounded. The Court
finds, first, that the documents referred to in points 86 to 107 of the Decision reveal the distinctions between
standard mesh and catalogue mesh, the prices of which are different. Moreover, the applicant' s analysis of the
Decision is incorrect, since point 3 of the Decision indicates that there is a high degree of substitutability
between standard mesh and catalogue mesh and that, in the welded steel mesh market, there is a sub-market
for tailor-made mesh. Furthermore, the Court finds that, according to the applicant' s own statements, there
are, and have been, occasions when the various types of welded steel mesh can compete with one another.

36 The applicant' s complaint must therefore be rejected.

II ° The evidence of the agreements

A ° In the French market

(1) For the period 1981-1982

The contested measure

37 The Decision (points 23 to 50 and point 159) accuses the applicant of participating, between April 1981
and March 1982, in a first set of agreements in the French market. Those agreements involved, first, the
French producers (Tréfilunion, STPS, SMN, CCG and Sotralenz) and, secondly, the foreign undertakings
operating in the French market (ILRO, Ferriere Nord, Martinelli, Boel/Trebos, TFE, FBC and Tréfilarbed).
Their object was to set prices and quotas with a view to limiting imports of welded steel mesh into France.

Arguments of the parties

38 The applicant denies having participated in those agreements and submits that the Commission has given
no proof of any such participation.

39 The applicant considers that the table in annex 6 to the statement of objections, reproduced in point 29 of
the Decision, which indicates the quantities of welded steel mesh delivered by the
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French producers from 1978 to 1981 and the quotas attributed to each undertaking, does not constitute clear
proof. That table, it says, was drawn up in October 1982; it takes 1981 into account and refers to the first
half of 1982, and there is nothing to show that any quotas were envisaged for the period April 1981 to March
1982. The applicant also wonders what the point would be, in October 1982, of calculating quotas relating to
ten months of 1981 and the first two months of 1982.

40 The applicant considers that the telex sent by Mr Marie of Tréfilunion to Mr Cattapan of Ferriere Nord on
23 April 1982 (annex 21 to the statement of objections, point 42 of the Decision), which deals with the
"renewal" or continuation of the 1981-1982 agreements ° which expired on 31 March 1982 ° for the next
three or four months, proves the opposite of what the Commission infers from it. Mr Marie wrote "Sotral' s
final decision will not be known until week 17. It must not change the decision taken by us all". According
to the applicant, the Commission' s interpretation of those words is incorrect since it is apparent that the
awaited decision could be positive or negative and that if, in the future, Sotralentz' s abstention was to have
no effect, that means that the position would have been the same in the past. The applicant' s view in that
regard is, it maintains, confirmed by the minutes of the meeting held on 21 April 1982 by the "nationalized
undertakings' club" and its associates (annex 24 to the statement of objections, point 45 of the Decision), in
the absence of Sotralentz, in which it is stated that "Mr Sigward (Tréfilunion) will try to have a meeting with
Mr Lentz (Sotralentz) within a week to ask him to join in the agreements to be taken at that meeting".

41 The Commission maintains, with regard to the table contained in Annex 6 to the statement of objections,
that, although it was drawn up at the end of 1982, it provides a perfect illustration of the operation of the
agreements in the period 1981-1982 and that it shows that Sotralentz was indeed one of the undertakings
involved. The quotas were, to a considerable extent, allocated on the basis of the market shares previously
achieved by each of the participating undertakings, according to a mechanism described in point 27 of the
Decision, on the basis of an internal Tréfilunion memorandum dated 1 December 1981 (Annex 5 to the
statement of objections, point 24 of the Decision), which itself referred to the "recent agreement". That fact is
thus established independently of the table concerned. The applicant cannot object that the table is valid only
for the period in which it was prepared, that is to say the second half of 1982. In the column headed
"quotas", that table shows a share of 7.40% for Tréfilarbed. For 1980, that share of the French market
represented exactly 15 600 tonnes, that is to say the 1 300 tonnes per month referred to at the meeting
between Tréfilarbed and Tréfilunion on 20 October 1981, as shown by a Tréfilunion memorandum dated 23
October 1981 (annex 1 to the statement of objections, point 46 of the Decision). That finding should be
considered in conjunction with the abovementioned memorandum of 1 December 1981, in which Mr Duroux
of Tréfilunion states that, on the French market in 1981, "the tonnages of the penetrators (were) substantially
maintained at their 1980 level". It is thus clear, in the Commission' s view, that the table in annex 6 to the
statement of objections provides a perfect extrapolation of the 1981-1982 agreements and properly describes
the way they operated, regardless of whatever specific measures might have been taken at the end of 1982 in
response to the calculations which it contains.

42 The Commission adds that the report of the meeting of 21 April 1982 (annex 21 to the statement of
objections) and the telex from Mr Marie of 23 April 1982 (annex 24 to the statement of objections) are
documents which postdate the 1981 -1982 agreements and relate to the continuation thereof. Those documents
show that new agreements were to be concluded, Sotralentz being invited to participate. For the Commission,
those documents thus show that Sotralentz was still regarded, at that time, as a member of the "French party"
which should be consulted for the purpose of negotiating the conditions to be imposed on the Italian
producers when the 1981-1982 agreements were extended. If that were not the case and if, as Sotralentz
explains, it did not participate in the 1981-1982 agreements, there would be no reason for it to be consulted
concerning extension of the agreements
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with the Italian producers. As regards Mr Marie' s statement that the Sotralentz decision "must not change the
position taken by us all", that too should, in the Commission' s opinion, be seen in the context of negotiations
with the Italian producers and means that the latter were to be precluded from arguing, on the basis of any
differing stance on the part of Sotralentz (or its future non-observance of the new prices just agreed), that it
should not fulfil the agreed commitments.

Findings of the Court

43 The Court finds that, in making its finding against the applicant, the Commission relies on a combined
reading and overall assessment of, first, documents which, in its opinion, prove the existence of agreements on
the French market during the period 1981-1982, in particular the table in annex 6 to the statement of
objections, the Tréfilunion memorandum of 23 October 1981 (annex 1 to the statement of objections) and the
Tréfilunion internal memorandum of 1 December 1981 (annex 5 to the statement of objections) and, secondly,
documents which, again in the Commission' s opinion, prove the existence of endeavours to extend those
agreements, in particular the telex from Mr Cattapan, of Ferriere Nord, to Italmet, the representative in France
of Ferriere Nord and Martinelli, of 20 April 1982 (annex 20 to the statement of objections, point 42 of the
Decision), the telex from Mr Marie to Mr Cattapan of 23 April 1982 (annex 21 to the statement of objections,
point 42 of the Decision) and the report of the meeting of 21 April 1982 (annex 24 to the statement of
objections, point 45 of the Decision). The latter documents, in conjunction with those mentioned above, in its
view prove Sotralentz' s participation in the 1981-1982 agreements.

44 The Court considers that the documents which establish the existence of endeavours by various
undertakings to extend the agreements implemented in 1981-1982 do not, alone, constitute direct proof of the
applicant' s participation in those agreements; those documents merely show that the undertakings which had
already agreed to that extension were interested in obtaining Sotralentz' s participation as well, and likewise
their efforts to achieve that end. Those documents also prove that, at the material time, Sotralentz did not
align itself with the agreements at issue, as the Commission itself has in fact recognized; finally, they indicate
the existence of threats against Sotralentz in the event of its not agreeing to an extension of the agreements.

45 Consequently, the evidence of Sotralentz' s participation in anti-competitive practices should be found in
other documents. As regards the table in annex 6 to the statement of objections, which the Commission
regards as an essential piece of evidence, it must be pointed out that it is dated 1 October 1982; that it is a
composite document, as the Commission also conceded at the hearing, resulting from the addition of two
columns relating to the quotas allegedly applicable from April 1981 to March 1982; that the first of those
columns indicates the quota of an undertaking (TECTA) which does not appear in the second column, a
discrepancy for which the Commission, in response to a question put to it by the Court at the hearing, was
unable to give a coherent explanation; and finally, that the quotas allegedly allocated to the various
undertakings are different in each column. Taken together, those circumstances raise doubts as to the intrinsic
reliability of that document.

46 It should be noted that that table refers only to the French producers, without any mention of the quotas
allegedly allocated to the foreign importers. For that reason, the Court considers that that table, in isolation,
does not ° as the Commission has indeed recognized throughout the written and oral procedure ° constitute
proof of the applicant' s participation, imputed to it in the Decision, in agreements to which the foreign
producers were parties and which affected intra-Community trade, the situation relied on to justify the
Commission' s intervention. It is true that the Commission has attempted to account for the table by reference
to other evidence, concerning the existence and operation of the agreements and, in that regard, relied in
particular on the Tréfilunion internal memorandum of 1 December 1981 (annex 5 to the statement of
objections), which refers to the "recent
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agreement", and the memorandum of 23 October 1981 (annex 1 to the statement of objections), which
mentions discussions within its scope. However, those annexes were not notified to Sotralentz and cannot
therefore be used against it in any way; in any case, moreover, neither of the two memoranda refers expressly
or by implication to Sotralentz.

47 In the light of the foregoing, the Court considers that the Commission has not established to the requisite
legal standard that the applicant participated in the agreements on the French market over the period
1981-1982.

48 Consequently, the applicant' s complaint must be upheld and the Decision must be annulled to the extent
to which it finds against the applicant for participating in the agreements put into effect on the French market
in the period 1981-1982.

(2) The period 1983-1984

The contested measure

49 The Decision (points 51 to 76, 160 and 161) censures the applicant for having participated in a second
series of agreements on the French market. Those agreements involved, first, the French producers
(Tréfilunion, STPS, SMN, CCG and Sotralentz) and, secondly, the foreign producers operating on the French
market (ILRO, Ferriere Nord, Martinelli, Boel/Trébos, TFE/FBC ° FBC marketing TFE' s production ° and
Tréfilarbed) and were intended to define prices and quotas, with a view to limiting imports of welded steel
mesh into France and to exchanging information. That series of agreements was implemented from the
beginning of 1983 to the end of 1984 and was formalized by the adoption on 14 October 1983 of a "protocol
of agreement" concluded for the period 1 July 1983 to 31 December 1984. That protocol records the results of
the various negotiations between the French, Italian and Belgian producers and Arbed concerning the quotas
and prices to be applied on the French market and fixes the quotas for Belgium, Italy and Germany at 13.95%
of consumption on the French market "in the context of an agreement concluded between the latter producers
and the French industry".

Arguments of the parties

50 The applicant admits having participated in those agreements. However, it maintains that it put up strong
resistance and complied only under duress in order to avoid reprisals. As regards the duration of its
participation, it maintains that it ceased at the end of June 1984 and draws attention to the fact that neither in
the statement of objections nor in the Decision did the Commission specify a date of cessation, whereas, in
point 76 of the Decision, the Commission gives June 1984 as the date on which the participation of Arbed
and the Belgian undertakings came to an end.

51 The Commission replies that Sotralentz is not mentioned in point 76 of the Decision because it is unaware
whether or not Sotralentz complied with the protocol of agreement ° which was to take effect until 31
December 1984 ° beyond June 1984 and that, in view of that doubt, no fine was imposed on it for the period
following that date. The Commission points out that, although the particular situation of the applicant within
the 1983-1984 agreements is not expressly mentioned, the fact remains that it stated, in its Decision, that there
had been differences in "the degree and duration of the involvement of the undertakings involved" (point 203)
and that "price and quota discipline among the parties was sometimes poor" (point 200).

Findings of the Court

52 The Court finds that the applicant has admitted its participation in the agreements put into effect on the
French market in the period 1983-1984, but contests the duration of its participation.

53 The Court considers, first, that the applicant cannot rely on the fact that it participated in those agreements
under duress. Even if it is accepted that pressure was actually brought to
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bear upon it, it could have complained to the competent authorities and lodged a complaint with the
Commission under Article 3 of Regulation No 17, rather than participating in the agreements concerned (see
the judgment of the Court of First Instance in Case T-9/89 Huels v Commission [1992] ECR II-499,
paragraph 128).

54 As regards the duration of the applicant' s participation in those agreements, it must be observed that the
protocol of agreement of October 1983 was concluded for the period 1 July 1983 to 31 December 1984. The
Court considers that the Decision must be construed as meaning that the duration of the infringement imputed
to the participants is 1 July 1983 to 31 December 1984, except where the Decision expressly indicates another
date. In that connection, it must be noted that, in point 70 of the Decision, the Commission indicates that
ILRO did not observe the agreements from May 1984 onwards, whereas in point 86 it states that Boel/Trébos,
TFE/FBC and Arbed ceased to comply with them from June 1984. Consequently, the Court considers that,
since the Decision did not specifically mention Sotralentz, the period of the infringement attributed to it is 1
July 1983 to 31 December 1984.

55 The Court cannot accept the Commission' s argument that, being unaware whether or not Sotralentz
complied with the agreements after June 1984, it refrained, in view of that doubt, from imposing a fine for
the period after June 1984. If the Commission was not in a position to prove that the applicant continued
participating in the agreements after June 1984 and, accordingly, did not impose a fine for the period after
that date, it was under an obligation to say so in the Decision so that the applicant would be in a position to
determine how the duration of its participation had been evaluated in relation to the overall duration of the
infringement. That obligation was not discharged by the fact that, in point 203 of the Decision, the
Commission stated, in general terms, that it took account of the degree and duration of the infringements
committed by the undertakings involved.

56 Accordingly, the applicant' s complaint must be upheld in part and the Decision must be annulled to the
extent to which it finds against the applicant for participating in the agreements put into effect on the French
market during the period 1983-1984 beyond June 1984.

B ° The agreement between BStG and Sotralentz

The contested measure

57 The Decision (points 144 to 146 and 177), dealing with the agreements intended to protect the German
structural crisis cartel against uncontrolled imports of welded steel mesh, criticizes the applicant for having
participated in an agreement with BStG concerning quota arrangements for exports by the latter to Germany.
The Decision relies on a telex sent by BStG to Sotralentz on 24 October 1985 giving figures for deliveries to
the German market and on Sotralentz' s reply by telex of 4 November 1985 giving figures for its shipments to
Germany in September and October 1985. According to the Decision, which in that regard is based on
statements made by Michael Mueller, representing BStG, to Commission officials during the inspection of 6
and 7 November 1985, that exchange of information took place monthly and constituted at the very least a
concerted practice liable to affect trade between Member States (points 144 and 177). The Decision finds,
finally, that the exchange of information shows, quite apart from the existence of a quota arrangement, an
effort on the part of BStG to monitor imports from France on a monthly basis (point 146), the method of
calculation which also formed the basis of the cartel agreement.

58 The Decision emphasizes that BStG and Sotralentz tried to justify that correspondence by reference to the
existence of a patent licensing agreement between the two companies under which Sotralentz produced
catalogue mesh in France under a BStG patent. In disclosing figures for its shipments, Sotralentz was merely
fulfilling its notification and payment obligations under that agreement.
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According to the Decision (point 145), that argument can be refuted as follows: (a) the notification obligations
of a licensee concern his entire production and not only deliveries to a specific market; (b) BStG indicates the
exact figures for supplies to the German market, a fact which can be explained only by the existence of a
quota arrangement; and (c) BStG' s patent had expired before the information in question was communicated
and Sotralentz was therefore no longer subject to any notification or payment obligations.

Arguments of the parties

59 The applicant maintains that the exchange of information for which it is criticized is accounted for by the
existence of a patent licence agreement between BStG and itself. It was found necessary to enter into that
contract, dated 28 June 1979, after an Austrian patent ceased to be valid in 1976, in order to enable the
applicant to manufacture ribbed bolted mesh and to gain entry, because of its proximity, to the South-West
German market. The licence granted by BStG was valid for Germany and the Netherlands.

60 The applicant maintains that that agreement justifies the monthly exchange of information concerning
quantities delivered in Germany, which was intended to facilitate the discharge by the parties of their mutual
obligations. As regards the absence of information on the quantities delivered to the Netherlands, the applicant
claims that they fell far short of the ceiling laid down in the agreement and that, therefore, monthly or
quarterly monitoring was unnecessary. The applicant also points out that the licence agreement had no
connection with any sharing of the German market and antedated the establishment of the German crisis cartel
by three-and-a-half years.

61 The Commission states that it did not treat the licence agreement with BStG, as such, as an infringement,
but insists that the fact that BStG gave details to Sotralentz of all the deliveries to Germany is certainly
indicative of the existence of a quota agreement. For the Commission, the fact that the exchange of
information was monthly, together with other evidence in the file, supports its conclusion that the exchange of
information criticized in the Decision did not arise from obligations under the licence agreement.

62 In response to the questions put to them by the Court in the written procedure and at the hearing, the
parties specified the patents covered by the licence agreement between the applicant and BStG and their
respective expiry dates.

Findings of the Court

63 It is necessary to establish whether the evidence referred to by the Commission, namely the monthly
exchange of information and the fact that BStG gave Sotralentz details of all the quantities delivered in
Germany, can be regarded as solid, specific and corroborative proof of the existence of a quota arrangement.

64 It must be borne in mind that the applicant responded to that evidence by claiming that the exchange of
information was justified by the existence of a patent licence agreement between it and BStG. In those
circumstances, the Court must verify whether the matters raised by the Commission can be accounted for by
anything other than the existence of a quota agreement, in particular the existence of a patent licence
agreement between BStG and Sotralentz (see the judgment of the Court of Justice in Joined Cases C-89,
C-104, C-114, C-116, C-117 and C-125 to 129/85 Ahlstroem and Others v Commission [1993] ECR I-1307,
paragraphs 70, 71 and 72).

65 The Court points out, first, that the Commission has not given its views as to whether the patent licence
agreement between BStG and Sotralentz constituted an infringement of Article 85(1) of the Treaty. It follows
that that question is not pertinent to the Court' s assessment.

66 As regards the number of patents covered by the licence agreement of 28 June 1979 and their
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periods of validity, the Court, having regard to the answers given by the parties to the questions put to them
in the course of the written procedure and at the hearing, finds that BStG was the proprietor of patents for
France, the Netherlands and Germany. In the case of France, BStG held patent No 1 578 746 (procédé pour l'
obtention d' une barre d' armature de béton ° process for the manufacture of a concrete reinforcing bar) and
patent No 6 920 046 (trellis d' armature soudé par points ° spot welded reinforcing mesh); for the
Netherlands, BStG was the proprietor of patent No 135 455 (werkwijze voor het vervaardigen van een stalen
wapeninsgsstaaf voor beton ° process for the manufacture of a concrete reinforcing bar); and, for Germany,
BStG was the proprietor of patent No 1 609 605 (Verfahren und Vorrichtung zum Herstellen eines
Betonbewehrungsstabes ° process and device for the manufacture of a concrete reinforcing bar), valid until 3
January 1985, and of patent No 1 759 969 (Punktgeschweisste Bewehrungsmatte ° spot welded reinforcing
mesh), valid until 25 June 1986.

67 Article 5 of the licence agreement concluded on 28 June 1979 between BStG and Sotralentz gave BStG
the right to limit for each calendar year the quantity of licensed products which Sotralentz was authorized to
distribute. However, the agreement gave Sotralentz a guarantee that that maximum annual quantity could not
be fixed by BStG as less than 1% of total sales of welded steel mesh and reinforcing bars in Germany and
2.5% of total sales of welded steel mesh and reinforcing bars in the Netherlands. For 1979, the agreement
provided for a ceiling of 12 500 tonnes for Germany and 4000 tonnes for the Netherlands for the distribution
of the products covered by the patents.

68 The licence agreement also provided for the payment of a royalty of DM 1.5 per tonne to be paid
quarterly for the quantities of licensed products distributed by Sotralentz (Article 6(1) and (5)). It was
established at the hearing that, instead of being paid, that royalty was taken into account in relation to the
purchase of certain tools by Sotralentz from BStG' s "machines" division. The licence agreement provided for
a penalty in the event of the prescribed annual quantity being exceeded by 200 tonnes (Article 8). It also
stipulated that Sotralentz was required to keep proper accounts of deliveries of products covered by the
agreement, which could be inspected at all times by BStG (Article 6(6) and (7)). Finally, the agreement had
entered into force on 1 March 1979 for an indefinite period, but was to expire no later than the date of
extinguishment of the last remaining licence (Article 9).

69 In view of the foregoing, the Court considers that in the present case the conclusion drawn by the
Commission to the effect that the exchange of information derived from a quota arrangement is not the only
possible conclusion. The exchange of information reflects the terms of the patent licence agreement existing at
the material time between BStG and Sotralentz and thus can plausibly be accounted for by that agreement.
More particularly, the imposition on Sotralentz of a maximum annual limit for deliveries to Germany, which
was to be not less than 1% of total sales recorded in German territory, the right of inspection vested in BStG
regarding Sotralentz' s deliveries, enabling BStG to monitor compliance with that limitation, and the payment
of quarterly royalties could have made it necessary, for the purposes of proper production scheduling, for
information to be exchanged monthly, emanating from BStG regarding the total quantities sold in Germany
and from Sotralentz regarding the extent of its own deliveries. As regards the duration of the exchange of
information, it must be observed that the agreement, which was to endure until extinguishment of the last
right granted, was in force until 25 June 1986, thus covering the exchange of information criticized in the
Decision, which took place in October and November 1985.

70 Since the exchange of information censured by the Decision can be accounted for by the patent licence
agreement between BStG and Sotralentz, it must be concluded that the Commission has not established to the
requisite legal standard the applicant' s participation in a quota arrangement covering its exports to Germany.
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71 The applicant' s complaint must therefore be upheld and the Decision must be annulled to the extent to
which it finds against the applicant for participation in an agreement on quotas for its exports to Germany.

The pleas as to breach of the rights of the defence and infringement of Article 15 of Regulation No 17

72 The applicant has put forward, with respect to all the findings set out in the Decision, two pleas, alleging
breach of the rights of the defence and infringement of Article 15 of Regulation No 17. Since the plea
concerning infringement of Article 85(1) of the Treaty has been upheld with respect to the infringements
found against the applicant on the French market in the period 1981-1982 and regarding the existence of an
agreement with BStG, it is unnecessary to adjudicate on those pleas in relation to those infringements.
Nevertheless, it is necessary to examine those pleas in relation to the finding of an infringement on the French
market in the period 1983-1984, but without consideration of the arguments which the Court has, by
implication, already upheld in relation to the other infringements.

I ° Breach of the rights of the defence

73 The applicant alleges, first, that the Commission gave an inadequate statement of reasons by failing to
examine, in the Decision, its argument concerning the fact that it acted under duress and by not specifying the
duration of its participation. It need merely be pointed out that the Court has already given its view on the
applicant' s claim that it acted under duress and on the duration of its participation (see paragraphs 53, 54 and
55 above) and that it is settled law that, although under Article 190 of the EEC Treaty the Commission is
obliged to state the reasons on which its decisions are based, mentioning the factual and legal elements which
provide the legal basis for the measure and the considerations which have led it to adopt its decision, it is not
required to discuss all the issues of fact and law raised by every party during the administrative procedure
(judgments of the Court of Justice in Joined Cases 240, 241, 242, 261, 262, 268 and 269/82 Stichting
Sigarettenindustrie and Others v Commission [1985] ECR 3831, paragraph 88, and of the Court of First
Instance in Case T-14/89 Montedipe v Commission [1992] ECR II-1155, paragraph 324). Accordingly, that
complaint must be rejected.

74 Secondly, the applicant criticizes the Commission, in general, for finding against it in respect of objections
which were not notified to it initially. In that regard, it need merely be pointed out that, as stated above (see
paragraph 50 et seq.), the applicant has admitted its participation in the agreements on the French market for
the period 1983-1984 and that it does not specify in detail, anywhere in its pleadings, what objections the
Commission did not notify to it initially.

75 Accordingly, the present plea must be rejected.

II ° Infringement of Article 15 of Regulation No 17

76 First, the applicant complains that the Commission did not individualize the fine imposed on it in relation
to the three infringements imputed to it. In that regard, it must be pointed out that it is settled law that the
Commission may impose a single fine for several infringements (see Joined Cases 40, 41, 42, 43, 44, 45, 46,
47, 48, 50, 54, 55, 56, 111, 113 and 114/73 Suiker Unie and Others v Commission [1975] ECR 1663, Case
27/76 United Brands v Commission [1978] ECR 207 and Joined Cases 100 to 103/80 Musique Diffusion
Française and Others v Commission [1983] ECR 1825). It follows that that complaint must be rejected.

77 Secondly, the applicant claims that the fine imposed is excessive, having regard to the profits which it
derived from its business as a whole. The Court considers that, whilst the Commission is certainly entitled to
take such a consideration into account, it is not the only one that it
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must take into account. Furthermore, it must be borne in mind that, pursuant to Article 15(2) of Regulation
No 17, the Commission may impose fines of between ECU 1000 and ECU 1 000 000, and the latter figure
may be increased up to a ceiling of 10% of the turnover achieved during the previous year by each of the
undertakings that participated in the infringement. For determination of the amount of the fine within those
limits, that provision requires account to be taken of the gravity and duration of the infringement. Since the
term "turnover" has been interpreted by the Court of Justice as meaning the total turnover (Musique Diffusion
Française, cited above, paragraph 119), it must be concluded that the Commission, which took account not of
the total turnover achieved by the applicant but only of the turnover in welded steel mesh in the Community
of six Member States and did not exceed the 10% ceiling, did not therefore, having regard to the gravity and
duration of the infringement, infringe Article 15 of Regulation No 17. In any event, it must be emphasized
that the Commission took account, when determining the amount of the fine, of the financial and economic
circumstances of the undertakings involved (point 203 of the Decision). That complaint must therefore be
rejected.

78 Thirdly, the applicant criticizes the Commission for imposing on it a fine 115 times higher than that
imposed by the French competition authorities. The Court has held above (see paragraph 28) that the
Commission was entitled to reach its own conclusions, on the basis of the evidence available to it, which was
not necessarily the same as that in the possession of the French authorities, and that it cannot be bound by the
conclusions of those authorities. Moreover, any similarity there may be between the legislation of a Member
State in the field of competition and the rules laid down in Articles 85 and 86 of the Treaty certainly cannot
serve to restrict the Commission' s freedom of action in applying Articles 85 and 86 so as to compel it to
adopt the same assessment as the authorities responsible for implementing the national legislation (Case 298/83
CICCE v Commission [1985] ECR 1105, paragraph 27). Consequently, the applicant' s complaint must be
rejected.

79 Accordingly, the present plea must be rejected.

80 In the light of the foregoing, the Court considers that the fine of ECU 228 000 imposed upon the
applicant is not appropriate, by reason of its non-participation in an agreement on price and quota fixing on
the French market over the period 1981-1982, its shorter period of participation in the agreements
implemented on the French market in the period 1983-1984 and its non-participation in an agreement with
BStG on quotas for its exports to the German market. Consequently, in the exercise of its unlimited
jurisdiction, the Court sets at ECU 57 000 the amount of the fine imposed on the applicant.
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++++

1. Competition - Administrative procedure - Statement of objections - Duty to reply to it - None

(Council Regulation No 17, Arts 11 and 19; Commission Regulation No 99/63, Arts 2(4) and 3(1) )

2. Competition - Dominant position - Relevant market - Determination - Criterion of the limited
interchangeability of the products

(EEC Treaty, Art. 86)

3. Competition - Dominant position - Meaning - Criteria for assessment - Large market shares

(EEC Treaty, Art. 86)

4. Competition - Dominant position - Abuse - Knowingly delaying the grant to a competitor of a licence of
right under a patent

(EEC Treaty, Art. 86)

5. Competition - Dominant position - Abuse - Product ties - Pressure on independent distributors - Refusal to
honour the guarantee where the products sold have been used with consumables from other manufacturers

(EEC Treaty, Art. 86)

6. Competition - Dominant position - Abuse - Undertaking creating obstacles to competitors' activity on the
market for products intended to be used with equipment of its own manufacture - Possible justification based
on the dangerous nature or the inferior quality of competitors' products - None

(EEC Treaty, Art. 86)

7. Competition - Fines - Amount - Determination - Turnover taken into consideration

(Council Regulation No 17, Art. 15(2) )

1. Neither Article 19 of Regulation No 17 nor Article 2(4) of Regulation No 99/63, even when read together
with Article 3(1) of Regulation No 99/63, can be construed as requiring the undertaking concerned to reply, in
the course of the administrative procedure provided for by Community competition law, to the statement of
objections sent to it by the Commission. Neither of those regulations, nor any general principle of Community
law, obliges the undertakings concerned to do any more than supply the Commission with such information or
documentation as it has requested under Article 11 of Regulation No 17. Moreover, such a duty would, at
least in the absence of any legal basis, be difficult to reconcile with the principle of safeguarding the rights of
the defence because it would create difficulties for an undertaking which, having failed for whatever reason to
reply to a statement of objections, wished to bring an action before the Community courts.

2. In order to determine the relevant market for the purpose of applying Article 86 of the Treaty, an
assessment must be made of the characteristics of the products in question by virtue of which those products
are particularly apt to satisfy an inelastic need and are only to a limited extent interchangeable with other
products.

3. The dominant position referred to in Article 86 of the Treaty is characterized by a position
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of economic strength enjoyed by an undertaking which enables it to prevent effective competition being
maintained on the market by giving it the power to behave to an appreciable extent independently of its
competitors, its customers and ultimately of consumers. The existence of a dominant position may derive from
a combination of several factors which, taken separately, are not necessarily determinative. However, amongst
those factors, the existence of very large market shares is highly important and very large shares must be
considered in themselves, save in exceptional circumstances, as evidence of a dominant position. Such is the
case with a market share of 70% and 80%.

4. It is an abuse of a dominant position for an undertaking needlessly to protract the proceedings for the grant
to a competitor of a licence of right under a patent that it holds by making manifestly excessive demands with
regard to the amount of the fee to which it is entitled.

5. It is an abuse of a dominant position for an undertaking to refuse to supply certain products separately, to
put pressure on independent distributors to cause them to adopt its discriminatory practices and to refuse to
honour the guarantee attaching to tools sold by it where they have been used with consumables produced by
other manufacturers.

6. Since an undertaking in a dominant position may, where required to protect its rights, institute the
procedures laid down in the various national laws concerning product liability and misleading advertising, it
may not argue that the allegedly dangerous nature or inferior quality of its competitors' products intended to
be used with a tool manufactured and sold by it justify abusive practices which seek to eliminate those
products from the market in order to protect its commercial position.

7. The turnover referred to in Article 15(2) of Regulation No 17 laying down the criteria for determining the
amount of administrative fines that may be imposed on undertakings that have infringed the competition rules
is the undertaking' s total turnover.

In Case T-30/89,

Hilti AG, whose registered office is at Schaan, Liechtenstein, represented by Oliver Axster, Rechtsanwalt,
Duesseldorf, and by John Pheasant, Solicitor, of Lovell, White &amp; Durrant, Brussels, with an address for
service in Luxembourg at the Chambers of Mr Loesch, 8 Rue Zithe,

applicant,

v

Commission of the European Communities, represented by Karen Banks, a member of its Legal Service,
acting as Agent, assisted by Nicholas Forwood QC, of the Bar of England and Wales, with an address for
service in Luxembourg at the office of R. Hayder, a national official seconded to the Legal Service of the
Commission, Wagner Centre, Kirchberg,

defendant,

supported by

Bauco (UK) Ltd., whose registered office is at Chessington, Surrey, United Kingdom, represented by Clifford
George Miller, Solicitor, of Simmons &amp; Simmons, London, with an address for service in Luxembourg at
the Chambers of Messrs Elvinger and Hoss, 15 Côte d' Eich,

and by

Profix Distribution Ltd., whose registered office is at West Bromwich, United Kingdom, represented by
Malcolm Titcomb, Solicitor, of Evershed Wells &amp; Hind, Birmingham, and in the oral procedure by Paul
Lasok, Barrister, with an address for service in Luxembourg at the Chambers of Messrs Faltz et Associés, 6
Rue Heine,
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interveners,

APPLICATION for the annulment of Commission Decision 88/138/EEC of 22 December 1987 relating to a
proceeding under Article 86 of the EEC Treaty (IV/30.787 and 31.488 - Eurofix-Bauco v Hilti) (Official
Journal 1988 L 65, p. 19).

THE COURT OF FIRST INSTANCE OF THE EUROPEAN COMMUNITIES (Second Chamber),

composed of: A. Saggio, President of the Chamber, C. Yeraris, C.P. Briet, D. Barrington and B. Vesterdorf,
Judges,

Registrar: H. Jung,

having regard to the written procedure and further to the hearing on 24 and 25 April 1991,

gives the following

Judgment

Costs

139 According to the Rules of Procedure, the unsuccessful party must be ordered to pay the costs if they have
been asked for by the successful party. Since the applicant has been unsuccessful it must be ordered to pay
the costs, including those incurred by the interveners.

On those grounds,

THE COURT OF FIRST INSTANCE (Second Chamber)

hereby:

1. Dismisses the application;

2. Orders the applicant to pay the costs, including those incurred by the interveners.

The facts giving rise to the dispute

1 By application lodged at the Registry of the Court of Justice on 21 March 1988, Hilti AG sought the
annulment of the Commission Decision of 22 December 1987 in which the Commission (a) found that the
applicant held a dominant position within the EEC in the market for nail guns and for the nails and cartridge
strips for those guns, and had abused that position within the meaning of Article 86 of the EEC Treaty, (b)
fined Hilti ECU 6 000 000 and (c) ordered it to put an end to the abuses of which it was accused.

2 The applicant, Hilti, is the largest European producer of PAF nail guns, nails and cartridge strips ("PAF"
meaning "powder-actuated fastening"). Hilti, whose registered office is in Liechtenstein, where it carries on its
main manufacturing operations, also manufactures in the United Kingdom and other European countries.

3 Profix Distribution Ltd, (previously Eurofix, and referred to hereinafter as "Profix" or "Eurofix" according to
the material stage in the proceedings) and Bauco (UK) Ltd, whose registered offices are in the United
Kingdom, produce inter alia nails intended for use in the nail guns manufactured by the applicant. Profix and
Bauco claim that the commercial practices pursued by the applicant during the material period were designed
to exclude them from the market in nails compatible with Hilti tools.

4 By an application lodged on 7 October 1982 under Article 3 of Council Regulation No 17 of 6 February
1962, the First Regulation implementing Articles 85 and 86 of the Treaty (Official Journal, English Special
Edition 1959-1962, p. 87), Eurofix complained to the Commission that Hilti, acting
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through its EEC subsidiaries, was pursuing a commercial strategy designed to exclude Eurofix from the market
in nails compatible with Hilti products. In essence, Eurofix alleged that Hilti was refusing to supply
independent dealers or distributors of Hilti products with cartridge strips without a corresponding quantity of
Hilti nails. Eurofix further stated that in order to sell its own nails for Hilti nail guns it had tried to obtain
supplies of cartridge strips itself, but that Hilti had induced its independent dealer in the Netherlands to cut
off supplies of cartridge strips which Eurofix had previously obtained from that source; finally, Eurofix was
also refused supplies of cartridge strips following a direct request to Hilti. Eurofix further stated that it had
requested Hilti, unsuccessfully, to grant it a patent licence, and that although it had subsequently obtained a
licence of right under the patent legislation in force in the United Kingdom its terms had had to be fixed by
the Comptroller of Patents. In that connection Hilti had made it clear to the complainant that it considered that
such a licence did not confer any entitlement under the copyright which it claimed to hold in the United
Kingdom.

5 Bauco made a similar complaint to the Commission, alleging that Hilti had infringed Article 86, and
requested interim measures. In its formal application dated 26 February 1985, Bauco maintained that its
customers were unable to buy Hilti cartridge strips without Hilti nails, thus making it difficult for Bauco to
sell its own nails. Hilti had refused to supply cartridge strips to Bauco, and Bauco' s attempt to buy cartridge
strips from Hilti' s independent distributor in the Netherlands through third parties had been blocked. Lastly,
Hilti had reduced its discounts on Hilti goods to Bauco' s customers because they bought Bauco nails.
Furthermore, Hilti had refused to grant Bauco a licence to manufacture or import cartridge strips. When Bauco
had manufactured or imported such strips Hilti had initiated injunction proceedings for copyright and patent
infringement. As a result of that action Bauco was obliged to sign an agreement of 4 December 1984 whereby
it undertook not to sell, import or manufacture cartridge strips of a design which reproduced drawings of
which Hilti owned the copyright or which infringed patents owned by Hilti. Bauco claimed to have applied
for a licence of right, but feared that because of Hilti' s alleged copyright such a licence would be of little
value. In any event, the terms of the licence of right had subsequently to be fixed by the Comptroller of
Patents.

6 Following those complaints the Commission requested information from Hilti pursuant to Article 11 of
Regulation No 17 and carried out an investigation at the premises of one of its subsidiaries. The Commission
considered it probable that Hilti held a dominant position in the market for both nail guns and the
"consumables" intended for them, and that it had abused that position; accordingly, it initiated infringement
proceedings against Hilti. In the course of those proceedings Hilti signed a provisional undertaking on 27
August 1985 whereby it declared that it would discontinue the practices of which the Commission complained
until the Commission had made a final decision on the case.

7 On 4 September 1987 Hilti signed a permanent undertaking worded as follows:

"1. Hilti AG, for itself and on behalf of its wholly-owned subsidiary companies in the EEC, undertakes in
good faith:

(a) to implement on a permanent basis the undertakings given on 27 August 1985 in the above cases on an
interim basis, namely not, within the EEC, either directly or indirectly to tie the supply of direct fastening
cartridge magazines to the supply of direct fastening nails; and, as a consequence, not to aggregate
purchases of cartridge strips with purchases of other products for the purposes of calculating discounts;

(b) to implement, for direct fastening products, in a manner consistent with the undertakings contained in (a)
and subject only to the three exceptions listed below, a discount policy based on precise organic and
transparent quantity/value discount schedules uniformly and without discrimination;

© An extract from a JUSTIS database



61989A0030 European Court reports 1991 Page II-01439 5

(The three exceptions referred to above are:

(i) meeting a competitive offer,

(ii) contracts individually negotiated with customers who customarily or given special requirements or
circumstances refuse to deal with Hilti except on the basis of such a contract,

(iii) special promotions, properly so called.

As a consequence of implementing such a discount policy certain types of discount would be eschewed
including fidelity discounts and loyalty rebates.)

(c) not, except for objectively valid reasons, to refuse to supply direct fastening products to existing customers
nor, in fulfilling any order, to limit the quantity of direct fastening products to be supplied; and to continue
to report to the Commission on a quarterly basis any refusal to supply direct fastening products indicating
the reason for such refusal;

(d) to waive, as against present or future licences of right under its UK cartridge strip patent, its rights under
its UK copyrights in its cartridge strip and, to the extent that they may exist in the EEC, under
corresponding design rights in such strip;

(e) to provide warranty cover for its direct fastening tools not only where original Hilti consumables are used
in them but also where non-Hilti consumables of matching quality are so used;

(f) to implement a competition law compliance programme specific to the Hilti Group and along the lines
approved of by the Commission in the National Panasonic case and to inform the Commission of the steps
taken to implement such a programme.

2. Hilti AG undertakes to use its best endeavours to encourage the independent distributors in the EEC of its
direct fastening products to adopt the undertakings referred to in 1 above as part of their own policy.

3. Hilti AG undertakes to continue to implement the above undertakings in paragraphs 1 and 2 until such time
as it is found not to be dominant or circumstances change so that it is no longer dominant. And, in either
event undertakes to inform the Commission in writing before ceasing to implement any of the above
undertakings."

The contested decision

The operative part

8 The operative part of the decision is worded as follows:

"Article 1

The actions of Hilti AG in pursuing, against independent producers of nails for Hilti nail guns, courses of
conduct intended either to hinder their entry into and penetration of the market for Hilti-compatible nails or to
damage directly or indirectly their business or both, constitute an abuse of a dominant position within the
meaning of Article 86 of the EEC Treaty.

The essential features of that infringement are:

1. tying the sale of nails to the sale of cartridge strips;

2. reducing discounts and adopting other discriminatory policies when cartridge strips were bought without
nails;

3. inducing independent distributors not to fulfil certain orders for export;

4. refusing to fulfil the complete orders for cartridge strips made by established customers or
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dealers who might resell them;

5. frustrating or delaying legitimately available licences of right under Hilti' s patents;

6. refusing without objective reason to honour guarantees;

7. operating selective and discriminatory policies directed against the business both of competitors and their
customers;

8. operating unilaterally and secretly a policy of differential discounts for supported and unsupported plant-hire
companies or dealers in the UK.

Article 2

For the infringements described in Article 1, a fine of six million ECU is hereby imposed on Hilti AG...

Article 3

Hilti AG shall forthwith bring to an end the infringements referred to in Article 1 to the extent that it has not
already done so. To this end Hilti AG shall refrain from repeating or continuing any of the acts or behaviour
specified in Article 1 and shall refrain from adopting any measures having an equivalent effect.

Article 4

...".

The products at issue

9 In its decision the Commission gave the following description of the products at issue, and the applicant has
not disputed that description during the administrative proceedings or in the course of the present proceedings.

10 "Nails" refers to all the studs, nails and other fastening devices fixed by nail guns. "Cartridges" refers to
the brass cartridges which are either inserted into cartridge strips in the case of semi-automatic nail guns or
loaded one by one in single-shot nail guns. "Cartridge strips" refers to strips or holders, plastic in Hilti' s case,
into which brass cartridges are inserted. Generally, a cartridge strip will refer to a strip with its complement of
cartridges. "Consumables" refers to nails and cartridge strips. "Powder-actuated fastening systems" means nail
guns, nails and cartridge strips.

11 Prior to the development of nail guns, fastenings in the construction industry were carried out by relatively
slow and labour-intensive methods of drilling and attaching bolts or hooks as appropriate. When in 1958 Mr
Martin Hilti perfected a nail gun it quickly became popular. Nail guns work on a principle similar to that of a
gun, in that the exploding cartridge propels a nail with great force and precision. In a nail gun, however, the
nail and the cartridge are totally separate. Most nail guns, including Hilti' s, are now based on the indirect
action piston system whereby the exploding cartridge propels a piston which in turn drives the nail. Most
manufacturers of nail guns produce a range of guns for different types of fixings. Cartridges of different
strengths
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can be employed in these nail guns. Furthermore, certain nail guns incorporate a power regulation system. The
use of PAF systems enables a fastening to be made generally without the need for time-consuming drilling,
and also without any set-up time. Test fixings must normally be made into the base material to determine
whether and with which consumables a suitable fastening can be made. Furthermore, since not all unsuitable
fastenings are apparent and a certain failure rate may be expected, a minimum number of fastenings must
always be made and reliance should never be put on one individual fastening. The minimum number of
fastenings that should be made varies according to the load and base material.

12 Different types of attachments, and the different materials into which these attachments are to be made,
require specific nails. The nails are manufactured especially for use in nail guns, and normal nails cannot be
used. The strength of the nail and the properties of the point must be adequate to ensure both penetration and
the required fastening. For technical reasons nails cannot be made of stainless steel, and therefore to prevent
corrosion from damaging the efficiency of the fixing the nails must be zinc coated. Nails must be appropriate
to specific nail guns. Since some nail guns are designed to similar standards, there is some interchangeability
between the different brands of nails, in that they may fit more than one brand of nail gun. Early varieties of
nail guns required the insertion of a fresh nail and a fresh cartridge after each firing. More recent nail guns,
including Hilti' s, permit the use of a magazine containing a number of cartridges. Most cartridge magazines
are in the form of a plastic (sometimes metal) strip or disc containing usually ten brass cartridges. This strip
is automatically fed into the nail gun at every firing. Such guns are only semi-automatic, in that a fresh nail
must be introduced each time. Cartridge strips must normally be made to fit specific brands of nail guns and
are not generally interchangeable. Individual brass cartridges are more standardized.

13 Nail guns are used by a wide variety of professional users in the construction industry. The rise of
plant-hire shops, particularly in the United Kingdom, has made such guns accessible to a limited extent to
private individuals.

14 Hilti' s range of nail guns, nails and cartridge strips has obtained some patent protection. One of Hilti' s
latest nail guns, the DX 450, has certain novel features as compared with its earlier models (the DX 100 and
DX 350, for example). Hilti has patent protection for nail guns throughout the EEC which is due to expire
between 1986 and 1996, depending on the country and patented feature involved. In the EEC Hilti also
obtained patents for certain nails in all Member States except Denmark. These patents had all expired by
1988. This patent protection has not, however, prevented several manufacturers from producing a range of
nails of apparently similar characteristics for specific use in Hilti nail guns and those of other manufacturers.
The individual brass cartridges used before the advent of cartridge strips for semi-automatic nail guns were not
patented and supplies of such cartridges were freely available from several sources. The ten-shot cartridge strip
developed by Hilti for use in the DX 350, on the other hand, was patented in all Member States. It is now
used in other models, notably the DX 450. In Greece these patents expired in 1983 and in the Federal
Republic of Germany they expired in 1986. In all the other Member States they expired in 1988 or 1989.

15 In the United Kingdom the original patent granted under the Patent Act 1949 would normally have expired
after 16 years in July 1984. The Patent Act 1977 extended the term of all new and existing patents to 20
years in order to harmonize their term with patents elsewhere in the EEC. The cartridge strip patent was thus
due to expire in July 1988. All patents which have been extended by this Act are, during the period of
extended validity, subject to a "licence of right". In the absence of agreement between the licensor and the
licensee, the United Kingdom Comptroller of Patents, Designs and Trademarks fixes the terms of the licence.
In addition to patent protection, Hilti maintains that in the United Kingdom the design of its cartridge strips
without cartridges benefits from protection under United Kingdom design copyright law.
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The legal assessment set out by the Commission in its decision

A. Hilti' s behaviour

16 With regard to Hilti' s behaviour the Commission states that :

- Hilti pursued a policy of supplying cartridge strips to certain end users or distributors (such as plant-hire
companies) only when such cartridge strips were purchased with the necessary complement of nails ("tying" of
cartridge strips and nails).

- It also attempted to block the sale of competitors' nails by a policy of reducing discounts for orders of
cartridges without nails. The reduction of discounts was - again according to the Commission - based
substantially on the fact that the customer was purchasing nails from Hilti' s competitors.

- Hilti exerted pressure on independent distributors, notably in the Netherlands, not to fulfil certain export
orders, notably to the United Kingdom.

- It had a policy of not supplying cartridges to independent nail manufacturers, in particular the interveners.

- It sought to delay or frustrate the grant of patent licences, which were available in the United Kingdom
from 1984 onwards in the form of licences of right and were requested by the interveners, by trying to fix the
royalty so high as to amount to a refusal.

- Hilti admitted to a policy of refusing to supply cartridge strips, even to long-standing customers, where it
thought that the cartridge strips ordered might be sold on to independent nail manufacturers.

- It acknowledged that it refused to honour the guarantees on its tools when non-Hilti nails were used.

- Lastly, Hilti applied selective or discriminatory policies directed against the businesses of both competitors
and competitors' customers - normally (the Commission claims) in the form of selective price cuts or other
advantageous terms.

B. The economic consequences of Hilti' s behaviour

17 According to the decision, this commercial policy on Hilti' s part had the effect of enabling it to limit the
market penetration of independent nail and cartridge strip producers who wished to sell consumables for Hilti
nail guns. Hilti was able to charge very different prices on the markets of the different Member States and
make very large mark-ups on its different products.

C. The market for the products at issue

18 According to the decision the relevant product markets are:

(a) the market for nail guns;

(b) the market for Hilti-compatible cartridge strips;

(c) the market for Hilti-compatible nails.

These are separate product markets since, although they are interdependent, guns, cartridge strips and nails are
subject to different conditions of supply and demand.

The very fact that there exist independent nail and cartridge strip makers who do not produce nail guns
shows, according to the Commission, that those articles have different supply conditions. Moreover, certain
nail gun manufacturers rely on independent nail and cartridge strip producers to supply at least some of their
consumables. Some independent nail makers also supply nail gun manufacturers with nails. On the demand
side, the purchase of a nail gun is a capital investment which, under normal usage, is used and amortized over
a relatively long period. Cartridge strips
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and nails constitute current expenditure for users and are purchased in line with current requirements. Nail
guns and consumables are not purchased together.

According to the decision, Hilti tools do not form part of the relevant market constituted by fastening systems
in general for the construction industry, for the following reasons:

- on the supply side, the Commission notes that the different types of fixing equipment are generally produced
with totally separate technologies, under different supply conditions and generally by different firms;

- on the demand side the Commission considers that, if PAF systems and other fixing methods formed part of
the same relevant market, small but significant increases (or decreases) in the price of a nail gun, a nail or a
cartridge strip would necessarily cause an appreciable shift of demand to (or from) the alternative method of
fixing. However, for the products in question the price-elasticity of demand for the different types of fixing
methods cannot be such that they form part of the same relevant market. No such shifts were observed,
despite Hilti' s behaviour. PAF systems have certain characteristics that differ, sometimes radically, from other
fixing methods which are relevant in the choice of fixing method to be employed for a particular job on a
particular site.

Owing to the wide range of factors which enter into the choice of the fixing method to be used and the great
differences in characteristics (be they economic, legal or technical) between PAF systems and other fixing
methods, they cannot, according to the decision, be said to be part of the same relevant market. The choice of
the best fixing method to use is made on the basis of a specific fixing application on a specific site (with all
the technical, legal and economic considerations that can vary between specific applications and sites).

The relevant geographic market for nail guns and consumables is, according to the decision, the whole EEC;
in the absence of any artificial barriers these products can be transported throughout the EEC without any
excessive transport costs.

D. Dominance

19 On the basis of the assumptions outlined above concerning the relevant product markets and the
considerations set out below the Commission takes the view that Hilti holds a dominant position in these
markets. The Decision records that Hilti' s share of sales of nail guns in the EEC is around 55%. As regards
cartridge strips and nails generally, the Commission estimates that Hilti' s share of sales in the EEC is at least
equal to its share for nail guns. According to the decision, Hilti' s shares of the EEC markets for
Hilti-compatible nails and cartridge strips are larger than those which it holds in the markets for nails and
cartridge strips generally.

According to the decision, Hilti has other advantages which help to reinforce and maintain its position in the
nail gun market. These are, in particular, certain novel and technically advantageous features which are
protected by patents, a strong research and development position and a strong and well-organized distribution
system in the EEC. Moreover, Hilti' s commercial behaviour bears witness to its ability to act independently
of, and without due regard to, either competitors or customers in the markets in question.

According to the decision, Hilti abused that dominant position by pursuing all the practices described in the
decision.

E. Objective justification

20 The decision states that there is no objective justification for Hilti' s behaviour. With regard to Hilti' s
expressions of concern on the question of safety, the decision states that if it was concerned it should have
referred the matter to the competent United Kingdom authorities and asked them to take action against the
independent producers whose products it considered dangerous. Hilti'
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s behaviour cannot therefore be described as being motivated solely by a concern to ensure the safety and
reliability of its nail guns and the use of consumables complying with the requisite standards.

21 On the adoption of the contested decision, the Commission issued a press release summarizing it on 24
December 1987.

That press release included the following paragraph:

"This behaviour constitutes very serious breaches of the rules of competition in that it was an attempt to
squeeze small new entrants out of the market and deprive consumers of a choice of suppliers. It constituted
an attempt by Hilti to reinforce its already dominant position and enabled it in fact to charge very different
prices in different Member States. Consequently an exemplary fine was considered appropriate."

Procedure before the Court of Justice and the Court of First Instance

22 The earlier part of the written procedure was conducted before the Court of Justice, which referred the
case to the Court of First Instance by order of 15 November 1989 pursuant to Articles 3(1) and 14 of the
Council Decision of 24 October 1988 establishing a Court of First Instance of the European Communities.

By applications lodged on 2 and 12 August 1988 respectively, Bauco and Profix applied to intervene in the
case in support of the defendant. By order of 4 December 1989 the Court of First Instance granted Bauco and
Profix leave to intervene.

By order of 4 April 1990 ([1990] ECR II-163), the Court of First Instance allowed the applicant' s request for
confidential treatment in respect of most of the items of information for which confidential treatment had been
sought.

The interveners, Bauco and Profix, submitted their pleas in law on 18 and 10 September 1990 respectively.
The Commission and Hilti lodged observations on the statements of the interveners on 23 October and 13
November 1990 respectively.

Upon hearing the Report of the Judge-Rapporteur the Court of First Instance (Second Chamber) decided to
open the oral procedure without any preparatory inquiry.

Forms of order sought by the parties

23 The applicant claims that the Court of First Instance should:

- annul the decision;

- cancel the fine;

- in the event that the decision is upheld in whole or in part, reduce the fine to nil;

- order the Commission to pay the costs.

The Commission contends that the Court should:

- dismiss the application;

- order the applicant to pay the costs.

Bauco (UK) Ltd, intervening in support of the Commission, claims that the Court should:

- dismiss the application;

- order the applicant to pay the costs incurred in connection with its intervention.

Profix Distribution Ltd, intervening in support of the Commission, claims that the Court should:

© An extract from a JUSTIS database



61989A0030 European Court reports 1991 Page II-01439 11

- dismiss the application;

- order the applicant to pay the costs incurred in connection with its intervention.

Preliminary issues

Arguments of the parties

24 Quite apart from its pleas in law seeking dismissal of the action, the defendant raised the issue whether
some of the arguments put forward by the applicant in its application should be rejected as inadmissible
because - according to the Commission - they resile from concessions expressly made by Hilti during the
administrative proceedings or deal with matters which Hilti did not raise with the Commission in those
proceedings.

25 The defendant expresses the issue in the following terms: "Is an applicant who seeks review, under Article
173 of the EEC Treaty, of a Commission decision in a competition case entitled to raise in those proceedings
issues and arguments that were not raised by him in the course of the administrative proceedings, or to resile
from concessions of fact or law that he made in the course of such proceedings?"

26 The Commission states that the concessions previously made and the new arguments put forward by the
applicant relate to the following issues:

(1) whether, if Hilti held a dominant position, certain of its practices constituted abuses for the purposes of
Article 86;

(2) whether the practices admitted by Hilti had the requisite effect on trade between Member States, within the
meaning of Article 86;

(3) the definition of the relevant geographic market.

27 The Commission begins by referring to Hilti' s reply to the statement of objections, the relevant passage of
which is worded as follows:

"Under the assumption that Hilti had a position of market dominance - hereinafter accepted arguendo -
Hilti does not deny that it has contravened Article 86 [of the] EEC Treaty by engaging in some of the
marketing practices of which it is accused.

Specifically, Hilti accepts that (under the said assumption) it has contravened Article 86 EEC Treaty by the
following practices:

- the refusal by Hilti GB, in individual cases, to supply customers with cartridge strips without nails;

- the grant by Hilti GB, as a general policy, of special discounts for the purchase of cartridge strips and
nails...;

- the refusal by Hilti GB to supply customers with cartridge strips destined for Eurofix or Bauco;

- Hilti' s request in November 1981 to its independent exclusive distributors within the Community not to
supply UK customers with cartridge strips destined for Eurofix;

- discrimination by Hilti GB between 'supported' and 'unsupported' plant hire dealers and other traders on the
basis of criteria that were neither sufficiently objective, nor uniformly applied nor made known to the
customers in question;

- the refusal by Hilti to honour its guarantee for the tools where these had been used with consumables of
other than Hilti provenance;

- discrimination by Hilti between customers who were, in practice, not always treated in accordance

© An extract from a JUSTIS database



61989A0030 European Court reports 1991 Page II-01439 12

with Hilti' s objective discounting criteria applicable in the several Member States.

...

Hilti accepts that its motive for engaging in the contraventions listed above, to assure the continued
safety/reliability of its DX Systems, is not sufficient justification (under EC Competition Law) for these
actions since they did not constitute the least restrictive actions sufficient to achieve the goal by which they
were motivated."

28 According to the Commission, Hilti denies, in its application, that it has been guilty of abusing a dominant
position, and this represents a retraction of the concessions, listed above, which Hilti had previously made.

29 With reference to the second point - the effect on trade between Member States - the Commission states
that during the administrative proceedings Hilti never disputed the Commission' s findings. According to the
Commission, by acknowledging that if it held a dominant position it had contravened Article 86 of the Treaty,
Hilti conceded by necessary implication that its conduct in question affected, at least potentially, trade between
Member States.

30 Turning to the third point - the definition of the relevant geographic market - the Commission points out
that Hilti did not, in the administrative proceedings, contest the Commission' s identification of the whole of
the Community as the relevant geographic market.

31 The Commission contends that the applicant should not, in its application under Article 173 of the Treaty,
be allowed to raise substantive arguments which it did not put forward in the administrative proceedings
leading to the adoption of the decision under review. The same applies a fortiori to issues on which the
applicant made express concessions in the course of those proceedings and from which it now seeks to resile.
The Commission refers in that respect to the Opinion of Advocate General Warner in Case 30/78, in which
the Court of Justice gave judgment on 10 July 1980 (Distillers Company v Commission [1980] ECR 2291),
and also to the judgment in Case 102/87 (France v Commission [1988] ECR 4067).

32 On this point the applicant states in its reply that "for the avoidance of doubt, [it] confirms its admissions
as set out in the Reply to the Statement of Objections".

33 However, the applicant maintains that the effects of its practices, which in fact were limited to the
interveners in the present proceedings, cannot have been abusive since they were objectively justified by safety
considerations. The applicant further argues that the Commission produced no evidence to demonstrate that the
practices directed at the interveners had wider effects. Nevertheless, it admits that those practices were capable
of producing further effects and, for that reason, were not the least restrictive means of discharging its duty of
care as a manufacturer.

Legal appraisal

34 The Court notes that the Commission' s argument has two aspects, the first of which deals with the
question whether some of the arguments put forward by the applicant should be regarded as inadmissible on
the ground that they seek to repudiate points which Hilti expressly admitted as correct during the
administrative proceedings, and the second with the question whether further arguments on which the applicant
has relied should similarly be regarded as inadmissible on the ground that Hilti did not put them forward in
those administrative proceedings.

35 As far as the first aspect of the Commission' s argument is concerned, it must be observed that during the
written and oral procedure in this case, before both the Court of Justice and the Court of First Instance, the
applicant has expressly confirmed the admissions it made in the course of the administrative proceedings. That
part of the Commission' s argument therefore serves no further purpose. It should, however, be pointed out
that in the administrative proceedings Hilti did not
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expressly admit the Commission' s allegations that Hilti' s behaviour was likely to affect trade between the
Member States or its definition of the "relevant geographic market". The fact that Hilti admitted having
"contravened Article 86" on the assumption that it held a dominant position in the market, without stating its
views on the problems inherent in defining the geographic market and the effects of its behaviour on trade
between Member States, cannot be construed as an implicit acknowledgement on its part of the truth of the
claims made by the Commission and cannot therefore constrain it in the subsequent exercise of its rights as a
litigant.

36 With regard to the second aspect of the Commission' s argument, it should be recalled that Regulation No
17 and Commission Regulation No 99/63/EEC of 25 July 1963 on the hearings provided for in Articles 19(1)
and (2) of Council Regulation No 17 (Official Journal, English Special Edition 1963-1964, p. 47) set out the
rights and the duties of undertakings in the administrative proceedings for which Community competition law
provides. Article 19(1) of Regulation No 17 states: "Before taking decisions as provided for in Articles..., the
Commission shall give the undertakings or associations of undertakings concerned the opportunity of being
heard on the matters to which the Commission has taken objection". According to Article 2(4) of Regulation
No 99/63 the Commission, when giving notice of objections, must fix a time limit "up to which the
undertakings and associations of undertakings may inform the Commission of their views".

37 With regard to the implications of those provisions, it should be observed that even when read together
with Article 3(1) of Regulation No 99/63, under which "undertakings and associations of undertakings shall,
within the appointed time limit, make known in writing their views concerning the objections raised against
them", they cannot be construed as compelling the undertaking concerned to reply to the statement of
objections sent to it.

38 Furthermore, neither of those regulations, nor indeed any general principle of Community law, obliges
undertakings to do any more than supply the Commission with such information or documentation as it has
requested under Article 11 of Regulation No 17. Although both regulations seem to be based on a
presumption of cooperation on the part of undertakings, cooperation which is desirable from the point of view
of compliance with competition law, no obligation to reply to the statement of objections may be inferred in
the absence of any express legal provision to that effect. It should be added that such a duty would, at least
in the absence of any legal basis, be difficult to reconcile with the fundamental principle of Community law
safeguarding the rights of litigants. The approach for which the Commission argues would in practice create
difficulties for an undertaking which, having failed for whatever reason to reply to a statement of objections,
wished to bring an action before the Community courts.

39 It follows that the second aspect of the defendant' s argument must be rejected.

40 Having rejected the defendant' s argument, the Court must point out that Hilti categorically denies having
contravened Article 86 of the Treaty by frustrating or delaying legitimately available licences of right under
Hilti' s patents and by operating selective and discriminatory policies directed against the business both of
competitors and of their customers (points 5 and 7 of Article 1 of the operative part of the contested
decision).

Substance

41 In support of its claims the applicant has raised four pleas in law alleging, first, infringement by the
Commission of its duty to provide adequate legal proof of the facts and assessments on which it based its
decision, secondly, infringement of Article 86 of the Treaty, thirdly, infringement of Article 15(2) of
Regulation No 17 inasmuch as the fine imposed is excessive in any event and, fourthly, infringement of
Article 190 of the Treaty inasmuch as the statement of reasons for the decision as regards the fine is
incorrect.
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First plea: inadequate evidence

42 The applicant alleges that the Decision is based almost exclusively on assertions without any supporting
evidence. It maintains that on every point on which the Commission found an infringement of Article 86 it
failed to discharge its duty under Community law of adducing evidence. Thus it claims that the Commission
failed to compile the relevant information and did not examine the evidence submitted to it by the applicant.

43 In reply to that allegation the Commission has argued that its decision is supported by adequate evidence.

44 The Court notes that in making the allegation the applicant calls in question all the aspects of the debate
regarding the Commission' s application of Article 86 of the Treaty in this case. Consequently, consideration
of that argument cannot be separated from the examination of the substance of the case. The Court of Justice
has consistently held that the Commission must adduce adequate evidence of all the facts on which its
decision is based. Accordingly, the question is whether the Commission, when adopting the contested decision,
was in possession of sufficient evidence to establish that the information on which it based itself was correct
and that its assessments were well founded. The applicant' s plea that the Commission failed to discharge its
burden of proof cannot therefore be considered in isolation.

Second plea: infringement of Article 86

45 The second plea falls into three parts:

- the applicant maintains that it does not enjoy a dominant position in the common market or in a substantial
part of it for the purposes of Article 86;

- although it admits that certain aspects of its behaviour might constitute an abuse if it held a dominant
position, the applicant takes the view that its behaviour in seeking to limit the sales of nails produced by the
interveners could not constitute an abuse, inasmuch as the applicant had a legitimate interest in limiting the
use of such nails in its nail guns;

- according to the applicant, its commercial behaviour did not affect, and was not capable of affecting, trade
between Member States within the meaning of Article 86.

46 As far as the substance of the plea is concerned, the review by the Court must therefore concentrate on
three points. In the first place, it is necessary to ascertain the applicant' s position in the market, which entails,
as a preliminary matter, consideration of the definition of the relevant product market and the geographic
market. As a second step the Court must verify whether or not the behaviour complained of was improper,
particularly with regard to the objective justification pleaded by Hilti in this connection. In the third place, it
must rule on the effects of that behaviour on trade between Member States.

Dominant position

47 In the first part of its plea regarding the alleged infringement of Article 86 of the Treaty the applicant
takes issue with the definition of the relevant product market and the geographic market in the decision and
dismisses the arguments which led the Commission to the conclusion that it holds a dominant position.

The relevant product market

Arguments of the Parties

48 The applicant argues that the Commission has incorrectly defined the relevant product market. In order to
show that this market does not consist, as is claimed in the decision, of three separate
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markets, namely the markets in nail guns, cartridge strips (and cartridges) and nails, the applicant asserts that
all those components must be regarded as making up an indivisible whole. The applicant bases its case on two
opinions dated 1986 and 1987, prepared by Professors S. Klee and T. Seeger, engineers in materials
mechanics at Darmstadt Technical University, on the interdependence of the components making up a PAF
system. The opinions conclude that "if the criteria with which system components must comply are not
covered comprehensively by standards and generally binding rules, system components of different makes
cannot be interchanged without the system characteristics being influenced". The applicant has also produced
similar studies carried out by two British engineers, who reach the same conclusions.

According to the applicant, the Commission is mistaken in basing itself on a single criterion for defining the
relevant market, namely the cross-price-elasticity test. The fact that the Commission based its case on that one
criterion is contrary to economic theory and practice, and even to the case-law of the Court. Moreover, the
Commission itself did not in fact apply that test. It did not measure the degree of economic substitutability.

49 With regard to demand substitutability, the applicant claims that there is a relationship of economic
substitutability between PAF systems and certain other fixing systems which are technically substitutable. In
support of that claim the applicant argues that in each application for PAF systems they and alternative
systems (notably drilling and screwing) have coexisted, each of them holding a significant market share, for a
considerable number of years.

50 The applicant further points out that in addition to the price of the product other competitive attributes
such as pre- and post-sales service, ready availability etc. may be equally significant to the user. Although the
inclusion of differentiated products in a single market invariably presupposes cross-price-elasticity between
them, it is not possible in applied economics to test for cross-price-elasticity alone in defining a relevant
product market without having regard to the cross-elasticity of demand in respect of other competitive
attributes.

51 The applicant claims that by producing an econometric study by Professor Albach of the University of
Bonn, to which the Commission referred in paragraph 73 of its decision, it has demonstrated a significant
degree of cross-price-elasticity between sales of (1) nails for PAF systems on the one hand and anchors
(plugs) on the other, (2) PAF tools on the one hand and drill hammers on the other, and (3) anchors (plugs)
on the one hand and PAF tools on the other. The Commission, it argues, has not justified the criticisms of the
methodology and findings of Professor Albach which it made in its decision. Furthermore, a further study
carried out at Hilti' s request by Mr Yarrow of Oxford University, on the basis of a market survey conducted
by an independent institute, Rosslyn Research, has now conclusively established, the applicant says, that
alternative systems which are substitutable in the various operations involved are in competition with each
other.

52 Whilst acknowledging that in 1982 it held a patent on cartridge strips, the applicant maintains that it did
not derive from its position in the market for cartridge strips for use in Hilti tools a position of power
surpassing that derived from its share of sales of PAF systems generally. As a general rule, a strong position
or even a monopoly in relation to cartridge strips does not confer on a supplier greater power than that
derived from its share of sales of PAF systems generally, in so far as the system composed of all those
products together can readily be replaced by another fixing system. That is the case as regards the products
made by the applicant, which sells its nail guns at a price which does not prevent the professional end-user
from changing products. The net price to the end-user of the Hilti PAF tool most widely used in the United
Kingdom is UK 225. The total cost of Hilti PAF consumables for 1 200 fixings equals the investment in a
nail gun. On average, two months' expenditure on consumables corresponds, for the end-user, to the
investment in a nail gun. In such circumstances end-users would very quickly have reacted to any attempt by
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the applicant to exploit its patent position, by switching either to another PAF system or to another fastening
system altogether. It follows, according to the applicant, that the relevant product market cannot be correctly
defined as limited to cartridge strips or nails suitable for use in Hilti equipment. In conclusion, the applicant
takes the view that, correctly defined, the market covers all fastening systems which are substitutable in any
PAF application, in particular drilling and screwing systems.

53 Turning to supply substitutability, the applicant argues that the general technology involved in the
manufacture of power drills (for drilling and screwing systems) is not very different from the technology used
in the manufacture of nail guns. The fastening elements in both systems are similar in their function and in
their material. Of the applicant' s competitors, only Bosch, AEG, Hitachi and Black &amp; Decker do not
supply both power drills and PAF tools. All the other suppliers would describe themselves, like the applicant,
as suppliers of construction fastening systems generally. As far as consumables are concerned, the applicant
maintains that any producer experienced in the manufacture of specialty nails or screws is in a position to
manufacture PAF nails without any difficulty. The manufacture of the cartridge strips required for PAF
systems is, according to the applicant, a staple activity for any cartridge manufacturer. Although there are only
three significant manufacturers of PAF cartridge strips in the Community, it must be borne in mind that
transport costs are relatively low, with the result that cartridge strips can readily be obtained from outside the
Community. According to the applicant the differences in supply conditions for other construction fastening
systems are not so great as to create significant barriers to manufacturers wishing to enter the market in PAF
systems.

54 In reply to those arguments the Commission first sets out Hilti' s earlier statements regarding the relevant
markets. The Commission quotes from a letter of 23 March 1983 which it received in reply to the questions
which it had put to Hilti after Eurofix had lodged its complaint; the letter states that there are "at least two
different relevant markets with respect to nails and cartridges, apart from the additional market for firing
tools". The Commission contends that those statements provide the best available evidence of Hilti' s internal
assessment of the markets in which it operated at that time.

55 In regarding cross-price-elasticity as a synthesis of all the factors that determine whether or not two
different products can properly be said to be in the same relevant market, the Commission claims that it was
doing no more than applying a test which has been consistently applied over many years both by itself and by
the Court. In that connection the Commission refers to the judgments of the Court in Case 6/72
Europemballage and Continental Can v Commission [1973] ECR 215 (as regards supply side substitution) and
Case 27/76 United Brands v Commission [1978] ECR 207 (as regards demand side substitution).

56 The Commission maintains that there is relatively little economic substitutability between the different
fixing systems. The fact that various systems have coexisted over very long periods may be explained by the
fact that within each type of application there are a variety of situations, some of which inherently favour one
type of fixing whilst others favour another. Thus, the critical threshold in the comparison between the use of
nail guns and that of spot-welding - an example taken from Professor Albach' s second opinion - is relatively
insensitive to the cost of PAF consumables. Other illustrations also show that small but significant increases in
the prices of consumables for PAF systems are unlikely to cause large shifts in the choice between the various
fastening systems.

57 According to the Commission, the fact that Professor Albach' s econometric analysis does not disclose
cross-price-elasticity cannot really be explained - as the applicant alleges - in terms of "simultaneous relative
changes"; a more natural explanation is that the products are not competing,
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and belong to different markets.

58 The relevant markets are therefore not the market embracing all fastening systems but rather the market for
cartridge strips and nails compatible with Hilti equipment.

59 With particular regard to supply substitutability the Commission contends that neither for PAF systems nor
for PAF consumables is market penetration easy for new suppliers of different products. That is largely due to
the need to solve technical problems and to undertake considerable investment. A further important factor is
the time lag to be reckoned with before new suppliers are in a position to enter the market. As far as
Hilti-compatible cartridge strips are concerned, those general factors were complicated by the fact that Hilti
held patents for all EEC countries and intended to take advantage of copyright protection.

60 Bauco argues that because of their unique features the use of nail guns is a practical choice in a number
of specific instances.

61 Bauco further maintains that there is no cross-price-elasticity between nail guns and the consumables used
in them on the one hand and tools and consumables for other fastening systems on the other. Hilti' s argument
that PAF systems constitute "technically integrated systems" becomes untenable when it is used in relation to
other fastening systems, which clearly demonstrates that the relevant markets are indeed the separate markets
for nail guns, nails and cartridge strips. Users are compelled to use Hilti PAF systems not only on account of
the investment involved in the purchase of a gun but also because of the technical and practical superiority of
the Hilti product over all other PAF systems.

62 As regards demand substitutability, Bauco argues that if a choice is based on experience, as it usually is,
only significant changes to any given feature will have an effect on that choice. A detailed analysis of all the
factors influencing the decision to use different types of fastening system would be likely to show that other
fastening systems are a poor alternative for the user in a great many cases. GROUNDS CONTINUED
UNDER DOC.NUM : 689A0030.1

63 Profix supports the arguments of the Commission. It also argued, in the oral procedure, that the relevant
product market is the market for nails or, more specifically, nails compatible with Hilti nail guns. Profix
manufactures nails and hence must necessarily make "Hilti-compatible" nails, as it has done since the 1960s.
Precisely because Profix manufactures only nails, it is pointless to argue against it that alternative systems
such as hammer drills can be substituted for PAF systems.

Legal appraisal

64 It should be observed at the outset that in order to assess Hilti' s market position it is first necessary to
define the relevant market, since the possibilities of competition can only be judged in relation to those
characteristics of the products in question by virtue of which those products are particularly apt to satisfy an
inelastic need and are only to a limited extent interchangeable with other products (judgment of the Court of
Justice of 21 February 1973 in Case 6/72 Continental Can, cited above, paragraph 32).

65 In order to determine, therefore, whether Hilti, as a supplier of nail guns and of consumables designed for
them, enjoys such power over the relevant product market as to give it a dominant position within the
meaning of Article 86, the first question to be answered is whether the relevant market is the market for all
construction fastening systems or whether the relevant markets are those for PAF tools and the consumables
designed for them, namely cartridge strips and nails.

66 The Court takes the view that nail guns, cartridge strips and nails constitute three specific markets. Since
cartridge strips and nails are specifically manufactured, and purchased by users,
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for a single brand of gun, it must be concluded that there are separate markets for Hilti-compatible cartridge
strips and nails, as the Commission found in its decision (paragraph 55).

67 With particular regard to the nails whose use in Hilti tools is an essential element of the dispute, it is
common ground that since the 1960s there have been independent producers, including the interveners, making
nails intended for use in nail guns. Some of those producers are specialized and produce only nails, and
indeed some make only nails specifically designed for Hilti tools. That fact in itself is sound evidence that
there is a specific market for Hilti-compatible nails.

68 Hilti' s contention that guns, cartridge strips and nails should be regarded as forming an indivisible whole,
"a powder-actuated fastening system" is in practice tantamount to permitting producers of nail guns to exclude
the use of consumables other than their own branded products in their tools. However, in the absence of
general and binding standards or rules, any independent producer is quite free, as far as Community
competition law is concerned, to manufacture consumables intended for use in equipment manufactured by
others, unless in doing so it infringes a patent or some other industrial or intellectual property right. Even on
the assumption that, as the applicant has argued, components of different makes cannot be interchanged
without the system characteristics being influenced, the solution should lie in the adoption of appropriate laws
and regulations, not in unilateral measures taken by nail gun producers which have the effect of preventing
independent producers from pursuing the bulk of their business.

69 Hilti' s argument that PAF tools and consumables form part of the market in PAF systems for the
construction industry generally cannot be accepted either. The Court finds that PAF systems differ from other
fastening systems in several important respects. The specific features of PAF systems, set out in paragraph 62
of the Decision, are such as to make them the obvious choice in a number of cases. It is evident from the
documents before the Court that in many cases there is no realistic alternative either for a qualified operator
carrying out a job on site or for a technician instructed to select the fastening methods to be used in a given
situation.

70 The Court considers that the Commission' s description of those features in its decision is sufficiently clear
and convincing to provide sound legal justification for the conclusions drawn from it.

71 Those findings leave no real doubt as to the existence, in practice, of a variety of situations, some of
which inherently favour the use of a PAF system whilst others favour one or more other fastening systems.
As the Commission notes, the fact that several different fastening methods have each continued for long
periods to account for an important share of total demand for fastening systems shows that there is only a
relatively low degree of substitutability between them.

72 In such circumstances the Commission was entitled to base its conclusions on arguments which took
account of the qualitative characteristics of the products at issue.

73 Its conclusions are, moreover, corroborated by the opinion prepared by Mr Yarrow and the survey
conducted by Rosslyn Research Ltd, mentioned above, inasmuch as they disclose the existence of a large
number of nail gun users who could see no realistic alternative to the PAF system in circumstances
corresponding to most of those in which nail guns have in fact been used.

74 Moreover, the evidence produced by the applicant is not such as to weaken the findings made by the
Commission.

75 In the first place it must be observed that the opinion of Mr Yarrow and the survey by Rosslyn Research
Ltd do not demonstrate - as their authors claim - a high degree of economic substitutability between the
relevant products. The questions put to construction undertakings are not apt to provide an answer to the
fundamental question in this case, namely whether slight but significant differences
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in the price of nails are likely to shift demand to a significant extent. In a market in which, as here, very
large discounts on catalogue prices are common, the mere fact that a number of those questioned referred first
to price as a decisive factor, without elaborating on the impact which a change in price would have on the
choice of method to be used, cannot prove that there is a high degree of cross-price-elasticity.

76 In the second place, it may be noted that Professor Albach' s econometric analyses take account of only
one factor - price - when it is clear from the documents before the Court, in particular the survey conducted
by Rosslyn Research Ltd, that the choice of the consumer depends to a large extent on unquantifiable
circumstances.

77 The conclusion must be that the relevant product market in relation to which Hilti' s market position must
be appraised is the market for nails designed for Hilti nail guns.

78 That finding is corroborated by the abovementioned letter of 23 March 1983 from Hilti to the Commission,
in which the opinion was expressed that there were separate markets for guns, cartridge strips and nails.
Although that did not, at the time, represent an interpretation of the term "relevant market" for the purposes of
Article 86 of the Treaty, the content of the letter is nevertheless quite revealing as to Hilti' s own commercial
view of the markets in which it operated at the time. Hilti has explained that the letter was prepared by an
in-house lawyer, in conjunction with an outside legal adviser and the product manager concerned. The letter
was therefore drafted by persons who may be assumed to have had a sound knowledge of the undertaking and
its business.

Geographic market

Arguments of the parties

79 As far as the definition of the geographic market is concerned, the applicant argues that, in addition to
transport costs, certain other aspects of the distribution of PAF products give rise to differences in market
conditions between Member States. Professor Albach pointed out considerable differences between the Member
States in the traditional evaluation of certain products and construction or fastening systems. According to the
applicant, the existence of price disparities between the various markets is no indication, let alone evidence, of
artificial barriers erected by enterprises trading within the Community. With regard to the prices charged by
Hilti in the various Member States, the applicant takes the view that in fact they reflect differences in the
commercial structure of those markets. It is a mistake to compare the highest prices with the lowest. The only
sensible course is to compare the average sales prices charged by the individual Hilti market organizations
across the entire product range.

80 The Commission contends - with regard to the substance of the issue - that the substantial price differences
which were observed could have been expected to lead to parallel trading between national markets. Turning
to Hilti' s argument on the need for specialist distributors, the Commission objects that even for products such
as motor cars, which require highly specialist outlets, the relevant market from the producer' s point of view is
clearly the Community.

Legal appraisal

81 The documents before the Court show that there are large price differences for Hilti products between the
Member States and that transport costs for nails are low. Those two factors make parallel trading highly likely
between the national markets of the Community. It must therefore be concluded that the Commission was
right in taking the view that the relevant geographic market in this case is the Community as a whole. The
applicant' s argument on this point must therefore be rejected.

Hilti' s position in the market

Arguments of the parties
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82 As regards the other aspects of the question whether the applicant holds a dominant position in the
relevant product market, Hilti observes in the first place that the Commission' s estimates of its market share
are not sufficient to justify a finding of dominance. Neither the estimates given to the Commission by the
applicant itself nor those obtained from the United Kingdom organization PASA (Powder Actuated Systems
Association) are sufficiently reliable to serve as a basis for the contested decision. Only the Commission, by
virtue of the powers conferred on it by Article 11 of Regulation No 17, is capable of establishing actual
market shares, and it did not do so. The applicant claims not to know its share of the properly defined
relevant market, which comprises (according to the applicant) all the fastening systems which can be
substituted for PAF systems (including in particular drilling and screwing systems). None the less, Hilti does
claim to know that its market share is such that it cannot be said to hold a dominant position.

83 The applicant maintains that it derives no significant commercial power from its patents. As far as its
patent on cartridge strips is concerned, it reiterates the points set out above in paragraph 52 in order to
demonstrate that it does not derive from its share of that market any commercial power beyond that derived
from its position on the relevant market in general. With reference to its patents on certain elements of the
DX 450 nail gun, the applicant emphasizes that they are only improvement patents. Its competitors have long
since been able to incorporate into their tools similar improvements specific to their tool design. Nor does the
applicant' s research and development position confer on it any extraordinary commercial power. The
applicant' s major competitor in the manufacture of PAF systems has a sales volume and financial resources
largely equivalent to those of the applicant, and the applicant' s resources for research and development are
dwarfed by those of its other competitors, who are industrial giants. The applicant' s distribution system is not
organized in such a way as to give it disproportionate competitive strength. The applicant claims that it is not
true - as the Commission alleges - that the PAF systems segment of the market in construction fastenings is
mature, with consequent high entry barriers and reduced competition.

84 Hilti' s commercial behaviour does not, it argues, reflect a dominant position. The practice of "tying" the
sales of cartridge strips and nails was adopted by the applicant with a view to avoiding risks due to the use
of defective nails in its nail guns. The practice did not presuppose a dominant position on the market.

85 The Commission replies that the figures on which it based its finding as to Hilti' s market shares were
supplied to it by Hilti itself under Article 11 of Regulation No 17; Hilti was therefore obliged to provide
information which was, to the best of its knowledge, as accurate as possible. With regard to the PASA
figures, various internal documents of Hilti show that even its United Kingdom managers relied on them for
determining Hilti' s market share. The Commission takes the view that it assessed Hilti' s market share
correctly and that there is even reason to believe that its market shares might be even larger. The Commission
points out that the PASA figures attribute to Hilti shares in United Kingdom sales of PAF nails and cartridge
strips of 70% to 80% and 70% respectively, shares which are significantly larger than its 55% share of the
market in nail guns.

86 The Commission rejects Hilti' s criticism of its appraisal of the other circumstances which, according to the
decision, help to maintain and reinforce Hilti' s position in the nail gun market. The Commission points out
that Hilti has the most advanced product on the market, namely the DX 450 nail gun. Its strong position in
research and development is not counterbalanced by the mere possibility that other large potential suppliers
may enter the market. The combined effect of a well-organized system for direct distribution to end-users and
the high proportion of nail gun users using Hilti equipment make it difficult for other suppliers to oust Hilti
and for new companies to enter the market. Lastly, the maturity of the market makes access to it less
attractive to other potential participants.
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87 According to the Commission, the examples of Hilti' s behaviour in the market which it has taken as
evidence of a dominant position correspond to behaviour which is normally observed only in a dominant
undertaking. The Commission admits that a non-dominant undertaking can behave in that way, but maintains
that in practice it is most unlikely to do so because the existence of effective competition will normally ensure
that the adverse consequences of such behaviour outweigh any benefits. The "tying" of sales, for example, is
usually a practice which brings no gains for a non-dominant supplier. Such behaviour on Hilti' s part is
therefore supporting evidence of the power it derives from its status as de facto sole supplier of
Hilti-compatible cartridge strips.

88 Bauco has no doubt, in the light of its experience of the market place, that Hilti is dominant in the
relevant markets. The markets for nails and cartridge strips compatible with Hilti PAF systems are by far the
largest and most important. Until the Commission intervened, Hilti' s behaviour made the market an
impossible one to enter successfully.

Legal appraisal

89 The Commission has proved that Hilti holds a market share of around 70% to 80% in the relevant market
for nails. That figure was supplied to the Commission by Hilti following a request by the Commission for
information pursuant to Article 11 of Regulation No 17. As the Commission has rightly emphasized, Hilti was
therefore obliged to supply information which, to the best of its knowledge, was as accurate as possible. Hilti'
s subsequent assertion that the figures were unsound is not corroborated by any evidence or by any examples
showing them to be unreliable. Moreover, Hilti has supplied no other figures to substantiate its assertion. This
argument of the applicant must therefore be rejected.

90 The Court of Justice has held (Case 27/76 United Brands v Commission [1978] ECR 207 and Case 85/76
Hoffmann-La Roche v Commission [1979] ECR 461) that the dominant position referred to in Article 86 of
the Treaty relates to a position of economic strength enjoyed by an undertaking which enables it to prevent
effective competition being maintained on the relevant market by giving it the power to behave to an
appreciable extent independently of its competitors, customers and ultimately of its consumers; the existence of
a dominant position may derive from a combination of several factors which, taken separately, are not
necessarily determinative but among which a highly important one is the existence of very large market
shares.

91 With particular reference to market shares, the Court of Justice has held (Hoffmann-La Roche judgment,
cited above, paragraph 41) that very large shares are in themselves, and save in exceptional circumstances,
evidence of a dominant position.

92 In this case it is established that Hilti holds a share of between 70% and 80% in the relevant market. Such
a share is, in itself, a clear indication of the existence of a dominant position in the relevant market (see the
judgment of the Court of Justice in Case 62/86 AKZO Chemie BV v Commission [1991] ECR I-3359,
paragraph 60).

93 Furthermore, as regards the other factors noted by the Commission as helping to maintain and reinforce
Hilti' s position in the market, it must be pointed out that the very fact that Hilti holds a patent and, in the
United Kingdom, invokes copyright protection in relation to the cartridge strips designed for use in its own
tools strengthens its position in the markets for Hilti-compatible consumables. Hilti' s strong position in those
markets was enhanced by the patents which it held at the time on certain elements of its DX 450 nail gun. It
should be added that, as the Commission rightly contended, it is highly improbable in practice that a
non-dominant supplier will act as Hilti did, since effective competition will normally ensure that the adverse
consequences of such behaviour outweigh any benefits.

94 On the basis of all those considerations, the Court holds that the Commission was entitled
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to take the view that Hilti held a dominant position in the market in nails for the nail guns which it
manufactures.

Existence of abuse

95 As regards the second part of its plea regarding the alleged infringement of Article 86 of the Treaty, the
applicant denies having behaved improperly and argues that in any event its behaviour was objectively
justified.

Improper nature of Hilti' s behaviour

Arguments of the parties

96 While admitting most of the behaviour of which it is accused and conceding that such behaviour could
have amounted to an abuse had it enjoyed a dominant position, Hilti categorically denies that it frustrated or
delayed legitimately available licences of right under the patents which it held or operated selective and
discriminatory policies directed against the business of competitors and their customers (points 5 and 7 of
Article 1 of the operative part of the decision).

97 As regards the abuse of which Hilti is accused, the Commission contends in the first place that Hilti has
modified its line of argument throughout both the administrative and the judicial proceedings. Initially, in its
abovementioned letter to the Commission of 23 March 1983, Hilti denied altogether that it had taken any
steps to limit the availability of its cartridge strips; subsequently, in its reply to the statement of objections, it
admitted having pursued practices intended for that purpose, whereas it now seeks to resile from a number of
the concessions made in its reply to the statement of objections.

98 The Commission goes on to note that, as a matter of principle, it does not accept that a dominant supplier
of certain goods is entitled to take action on his own initiative to eliminate other products from the market in
question, even if he is genuinely concerned about the safety and reliability of those other products in so far as
they may be used in conjunction with his own.

Legal appraisal

99 As far as the applicant' s policy on the grant of licences of right is concerned, the Court observes that it is
clear from the documents before it that at the material time Hilti was not prepared to grant licences on a
voluntary basis and that during the proceedings for the grant of licences of right it demanded a fee
approximately six times higher than the figure ultimately appointed by the Comptroller of Patents. A
reasonable trader, as Hilti claims to have been, should at least have realized that by demanding such a large
fee it was needlessly protracting the proceedings for the grant of licences of right, and such behaviour
undeniably constitutes an abuse.

100 As regards Hilti' s selective and discriminatory policies towards its competitors and their customers, it is
quite clear from the documents cited by the Commission at paragraph 40 of its decision that Hilti did indeed
pursue such policies. The strategy employed by Hilti against its competitors and their customers is not a
legitimate mode of competition on the part of an undertaking in a dominant position. A selective and
discriminatory policy such as that operated by Hilti impairs competition inasmuch as it is liable to deter other
undertakings from establishing themselves in the market. The inescapable conclusion is therefore that the
Commission had good reason to hold that such behaviour on Hilti' s part was improper.

101 Since Hilti has admitted the other behaviour of which it was accused by the Commission and since it has
acknowledged that such behaviour would be liable to constitute an abuse if practised by an undertaking in a
dominant position, it must be concluded, now that Hilti' s dominant position in the market has been
demonstrated, that Hilti abused that position by engaging in all the commercial practices of which the
Commission accused it in this regard.
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Objective justification of Hilti' s conduct in the market

Arguments of the parties

102 In arguing its claim of objective justification, the applicant refers first to the opinion prepared by
Professor Seeger (see paragraph 48, above).

103 In support of its argument the applicant has produced a number of technical reports dealing with the
quality of the nails manufactured by Bauco and Eurofix, which allegedly revealed "significant deficiencies in
the nails rendering them incompatible for use in the Hilti PAF systems". On the basis of those studies the
applicant concludes that both the interveners engaged in false and misleading advertising by presenting their
nails "as being equivalent to and conforming to the applicant' s standards for nails".

The studies in question are the following:

- reports by Corrosion and Protection Centre Industrial Services, Manchester, on the comparative performance
of Hilti nails on the one hand and Profix and Bauco nails on the other;

- observations dated January 1989 of the Corrosion and Protection Centre Industrial Services on the
Commission' s comments on their reports;

- observations of the Corrosion and Protection Centre Industrial Services on the statements of the interveners;

- report by the Staatliche Material-Pruefungsanstalt Darmstadt of 25 January 1989 on the problems inherent in
the hydrogen embrittlement of nails.

104 The applicant has also submitted various statements made by members of its staff and others concerning
defects in fastenings made with the interveners' nails. Lastly, it produced a report prepared by a market
research firm on "fastening problems" which English plant-hire companies had experienced with the PAF nail
brands that they stocked.

105 The applicant goes on to refer to its duty of care under product-liability law, which it says is increased in
the present circumstances by its knowledge of "the incompatibility and inferiority of the complainant' s PAF
nails and by its knowledge that these had been made and were distributed specifically for use in Hilti systems
and had been so falsely advertised". In order to demonstrate the existence and extent of that duty the applicant
has submitted the opinions of three legal experts on manufacturers' liability under English, German and French
law, with particular reference to the problems raised by liability for "non-compatible" products.

106 Turning to the question why it took no other action than to tie the sale of its cartridge strips to purchase
of its nails, Hilti explains that the problem posed by the use of nails made by Eurofix was initially only a
local one and that it hesitated to issue public warnings against Eurofix nails because it was afraid of
retribution in the courts on account of the "commercial harm it would thereby inflict upon Eurofix".

107 In justifying its behaviour Hilti goes on to argue that it had no economic impact, since no PAF nails
using the Hilti design and compatible with Hilti systems were offered for sale in the British market in the
period during which it tied the sales of cartridge strips and nails. Hilti claims that the obstacles it set up to
the entry of the interveners into the market were justified by its duty of care as a manufacturer.

108 According to the Commission, Hilti' s behaviour fully justifies the conclusion that its primary concern was
the protection of its commercial position rather than a disinterested wish to protect users of its products. The
Commission bases its view on the following considerations:
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- at no stage during the many years during which Eurofix or Bauco nails have been sold on the United
Kingdom market has Hilti made any complaint to the responsible authorities concerning their safety or
reliability;

- at no stage has Hilti made any complaint to the responsible authorities concerning statements made by
Eurofix or Bauco as to the characteristics of their nails;

- Hilti instructed its salesmen not to record in writing any criticism they might make of the safety or
reliability of competitors' nails;

- Hilti never wrote to the interveners or otherwise entered into contact with them to express concern about the
reliability, fitness or safety of their nails;

- Hilti failed to take even the basic precautionary measures to warn users of its systems which - according to
Hilti' s own evidence, in particular the opinion of Professor Spencer of Cambridge University on
manufacturers' liability under English law - ought to have been taken by a reasonable manufacturer who was
motivated solely by genuine concerns of the kind which Hilti claims;

- even viewed in the most favourable light, the evidence on which Hilti now relies to show the inferiority of
Eurofix and Bauco nails cannot justify on grounds of safety or reliability their exclusion from use in Hilti nail
guns in all circumstances. On the contrary (as Hilti partly conceded in its reply to the statement of objections)
in many circumstances there is no legitimate concern as to safety or reliability arising out of the use of such
nails with Hilti guns and cartridges;

- even in its application, Hilti acknowledges that it recognized that its criticism of the complainant' s nails
might not withstand impartial scrutiny in Court.

109 The Commission contends that the Court of Justice rejected the line of argument now relied on by Hilti
in its judgments in Case 193/83 Windsurfing International v Commission [1986] ECR 611 and Case 226/84
British Leyland v Commission [1986] ECR 3263 (Opinion of Mr Advocate General Darmon, at p. 3286).
According to the Commission both cases show that "abuse" within the meaning of Article 86 cannot be
justified by considerations of product safety and reliability.

110 The Commission concludes that by appointing itself sole arbiter of "Hilti-compatibility", whilst
simultaneously withholding the information necessary to allow third parties a sufficient opportunity to judge
both the objective necessity of such standards and whether those standards are in fact met by nails produced
by other suppliers, Hilti has clearly shown that its real interest lay in ensuring the maximum exclusion of
competing producers from the market.

111 Turning to Hilti' s alleged duty of care towards third parties, the Commission objects that the assumptions
underlying the opinion of Mr Spencer as to Hilti' s liability "bear little resemblance to the facts of the present
case", inasmuch as, for example, Hilti asked Mr Spencer to proceed on the assumption that other nails are
generally inferior to Hilti' s and are liable to shatter in use, with some risk of injury to users. The opinion
also shows that Hilti' s primary duty - according to Professor Spencer - was to take active steps to warn users
against the supposed risks.

112 Bauco asserts that the allegations made by Hilti about safety, the absence of quality control, the
incompatibility of Bauco nails with Hilti tools and the misleading advertising statements about Bauco nails are
not borne out by the evidence to which Hilti refers, and are indeed contradicted by it.

113 According to Bauco, what Hilti has tried to do in fact is to extend its patent protection. However, it is
now time to permit the establishment of standards for nails, cartridge strips and guns so that consumers and
competitors can benefit from a more open market.

114 Profix submitted a study dealing with the expert opinions presented by Hilti, which concludes
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that products made by Profix are not defective or of lower quality than Hilti' s.

Legal appraisal

115 It is common ground that at no time during the period in question did Hilti approach the competent
United Kingdom authorities for a ruling that the use of the interveners' nails in Hilti tools was dangerous.

116 The only explanation put forward by Hilti for its failure to do so is that recourse to judicial or
administrative channels would have caused greater harm to the interests of Bauco and Eurofix than the
conduct which it in fact pursued.

117 That argument cannot be accepted. If Hilti had made use of the possibilities available to it under the
relevant United Kingdom legislation, the legitimate rights of the interveners would in no way have been
impaired had the United Kingdom authorities acceded to Hilti' s request for a ban on the use in its tools of
nails produced by the interveners and, where appropriate, on all misleading advertisements issued by them. If
on the other hand the authorities had dismissed those requests, Hilti would have had great difficulty in
persisting in its allegations against Profix and Bauco.

118 As the Commission has established, there are laws in the United Kingdom attaching penalties to the sale
of dangerous products and to the use of misleading claims as to the characteristics of any product. There are
also authorities vested with powers to enforce those laws. In those circumstances it is clearly not the task of
an undertaking in a dominant position to take steps on its own initiative to eliminate products which, rightly
or wrongly, it regards as dangerous or at least as inferior in quality to its own products.

119 It must further be held in this connection that the effectiveness of the Community rules on competition
would be jeopardized if the interpretation by an undertaking of the laws of the various Member States
regarding product liability were to take precedence over those rules. Hilti' s argument based on its alleged
duty of care cannot therefore be upheld.

Effect on trade between Member States

Arguments of the parties

120 In the third part of its plea regarding the alleged infringement of Article 86 of the Treaty, the applicant
argues that none of the actions of which it is accused had any effect on trade between Member States within
the meaning of Article 86. In support of that assertion it states that the market identified by the Commission -
that is to say, the market in Hilti-compatible nails - is not a real market since the nails made by the
interveners are not truly compatible in the sense in which the applicant understands that term. The interveners
can therefore clearly not be described as a legitimate part of any structure of competition. In any event,
measures such as those which the Treaty seeks to protect, which are concerned with the prevention of unfair
competition, are not apt to alter the structure of competition for the purposes of Article 86, but rather tend to
protect that structure, to the benefit of the consumer.

121 The applicant also argues that the interveners, who market their nails only in the United Kingdom, would
have been neither more nor less able to participate in trade between Member States if the applicant had done
nothing to restrict the use of Eurofix and Bauco nails in its PAF systems. The applicant further emphasizes
that there is no evidence of interference with the normal right of independent distributors in the Community to
export Hilti products within the EEC, except in order to limit sales of cartridge strips to Eurofix. The request
to that effect which the applicant sent to its independent distributors had only Eurofix in view and was not
intended to obstruct exports or imports.

© An extract from a JUSTIS database



61989A0030 European Court reports 1991 Page II-01439 26

122 In response to that argument the Commission emphasizes that Hilti was not entitled to set itself up as the
arbiter of which undertakings satisfy its own test of "legitimate competition" and which do not. Even if their
advertising were proved to be misleading, the interveners would not thereby be disqualified in perpetuity from
participating in the relevant markets. The fact that supplies of nails can and do come from outside the United
Kingdom clearly shows that Hilti' s behaviour was capable of affecting trade between Member States. By
imposing on its independent distributors a general ban on the exportation of cartridge strips to all other
Member States of the EEC, Hilti manifestly took measures that were capable of affecting trade between
Member States.

Legal appraisal

123 In this regard the Court must reiterate the wording of Article 86 of the Treaty, under which any abuse
which may affect trade between Member States is prohibited as incompatible with the common market.

124 In this case, moreover, the competition arising from the business activities of the interveners must be
regarded as legitimate under the Community rules on competition so long as the competent authorities have
not ruled that their behaviour infringes Hilti' s rights.

125 In its endeavour to prevent the sale of Hilti-compatible nails produced by the interveners, Hilti took steps
which were likely to have repercussions on trade between Member States. The abuses which limited the entry
of those independent manufacturers into the market not only harmed their commercial interests in the United
Kingdom but also hampered, or halted altogether, exports which could have been lucrative because of the
significant price differences between the Member States.

126 It follows from all the foregoing considerations that the second plea in law must also be rejected.

Pleas concerning infringement of Article 15(2) of Regulation No 17 and Article 190 of the Treaty

Arguments of the parties

127 Referring to the press release issued by the Commission on 24 December 1987, Hilti claims that the
Commission breached Article 15(2) of Regulation No 17 by imposing a fine in respect of alleged facts that
are not held in the decision to constitute an abuse.

Pointing to the statement by the Commission in the press release that Hilti' s commercial practices enabled it
to charge very different prices in different Member States, the applicant submits that the price differences
were not regarded in the contested decision or in the previous statement of objections as anything more than
the "economic consequences of Hilti' s behaviour". The applicant takes the view that this change of
perspective amounts to an infringement of its right to a fair hearing, since there was no suggestion at the
proper time that the applicant needed to address that issue as if it were an allegation of abuse. The applicant
emphasizes that there is nothing in the decision about an exemplary fine and that but for the press release it
would never have known the real reason for the fine of ECU 6 000 000.

128 Hilti further submits that the fine is a large one, "well over 10% of EEC Hilti PAF turnover in 1986...".
The applicant asserts that the reasons which induced it to act, the evidence on which its actions were based,
its attempts to limit the effect of its actions and the absence of any real economic effect militate against an
"exemplary" fine. The infringements of which it is accused relate almost entirely to the United Kingdom and
thus have no effect on the structure of competition in the Community as a whole. In the United Kingdom the
alleged infringements would have been capable of affecting only the interveners. The applicant denies having
committed any infringement deliberately. It further maintains that the Commission attached scant value to the
positive measures taken by the applicant. A fine of this magnitude has never, to its knowledge, been imposed
on a company which had given voluntary undertakings to the Commission and had introduced a competition
law compliance
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programme.

129 According to the Commission, Hilti "abused its dominant position in several important ways". Those
abuses sought to prevent or limit the entry of competitors into the market, or to damage or even eliminate
existing competitors. The Commission contends that the infringements were designed to impair the whole
structure of competition. All the infringements were committed negligently at least, and some of the abuses
were deliberate. The Commission claims that certain of the abuses go back at least to 1981 and continued at
least until the provisional undertaking given by Hilti in 1985, and that there is evidence that some of them
were continued even after the undertaking. As to the reasons for the fine, they emerge clearly from the
decision, which states that the infringement was "serious and long-lasting", which led the Commission to
impose a "substantial fine" on Hilti.

130 The Commission claims to have treated as an extenuating factor the cooperation shown by Hilti, and in
particular:

- the temporary undertaking which it gave in 1985;

- the permanent undertaking given in 1987;

- Hilti' s admission of behaviour considered improper by the Commission.

131 Lastly, the Commission contends that Hilti' s alleged good faith is contradicted by several factors. For
instance, it was aware as early as 1982 that it faced "potential conflict with the rules on competition", as is
apparent from a telex message of 8 April 1982 sent by one Hilti manager to another, referring to advice to
that effect given by a lawyer consulted in the matter. Moreover, Hilti denied the disputed behaviour in its
letter of 23 March 1983 (mentioned above), and took the view that "any financial damage incurred by a fine
is likely to be small in relation to the value of the [relevant] market", according to an undated internal Hilti
telex message.

Legal appraisal

132 Under Article 15 of Regulation No 17 undertakings which contravene the rules on competition may incur
fines of an amount not exceeding 10% of their turnover in the preceding business year. As the Court of
Justice has held (see judgment in Joined Cases 100 to 103/80 Musique Diffusion Française v Commission
[1983] ECR 1825), that percentage refers to the undertaking' s total turnover. According to the last paragraph
of Article 15(2) of Regulation No 17, regard must be had, in fixing the amount of the fine, both to the
gravity and to the duration of the infringement.

133 The applicant has not alleged that the fine of ECU 6 000 000 imposed on it exceeds the ceiling of 10%
of Hilti' s total turnover in 1986, and there is nothing in the documents before the Court to suggest that that
limit was exceeded.

134 The Court finds that the Commission was quite entitled to take the view that the infringements held to
have been committed were particularly serious. They sought to eliminate small undertakings which were doing
nothing more than exercising their rights, namely the right to produce and sell nails intended for use in Hilti
nail guns. Such behaviour does indeed represent a grave impairment of competition. Furthermore, it is
common ground that the infringements continued for about four years, which is an appreciable period. In
addition, the documents produced by the Commission show that Hilti was aware that its actions were liable to
infringe Community rules on competition but was not thereby persuaded to put an end to them, so that it
deliberately committed the infringements of which it was accused.

135 The extenuating circumstances set out in paragraph 103 of the Decision cannot, in the Court' s opinion,
change that view, and there is no evidence before the Court to support the conclusion that Hilti pursued an
anti-competitive policy on grounds relating to the safety and reliability of its equipment. Indeed, Hilti has not
furnished any evidence in the form of studies conducted
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by independent experts at the material time to show that the nails produced by the interveners were dangerous
or were at least of a quality inferior to its own products.

136 As regards the press release to which objections were raised, it must be observed that this Court can
review only the decision adopted by the Commission. There is nothing in that press release to indicate that
the contested decision was based on considerations other than those set out therein, and accordingly Hilti' s
argument in that respect must be rejected. The fact that the Commission described the fine imposed as
"exemplary" does not show that its amount is excessive. Although it is regrettable that in its press release the
Commission referred to a causal relationship between the abuse held to have been committed and the prices
charged in the various Member States, whereas there is no allusion to such a relationship - at least in that
form - in the decision, the recitals in that decision adequately justify the fine imposed. Consequently, there is
nothing to support the conclusion that the Commission in fact based its decision on considerations which are
not set out therein.

137 In the light of the foregoing, the Court holds that the fine imposed on Hilti is not disproportionate. Hilti'
s pleas in that regard must therefore be rejected.

138 It follows that the application must be dismissed in its entirety.
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Judgment of the Court (Sixth Chamber)
of 12 May 1989

Kai Ottung v Klee &amp; Weilbach A/S and Thomas Schmidt A/S. Reference for a preliminary
ruling: Sø- og Handelsretten - Denmark. Licensing agreement - Patent - Royalty and termination clause

- Article 85 of the EEC Treaty. Case 320/87.

++++

1.Competition - Agreements, decisions and concerted practices - Industrial and commercial property rights -
Patent - Exercise of rights - Permissible in principle

(EEC Treaty, Art. 85(1 ) )

2 . Competition - Agreements, decisions and concerted practices - Industrial and commercial property rights -
Patent licensing agreement - Obligation to continue to pay a royalty after expiry of the patent - Permissible in
principle

(EEC Treaty, Art. 85(1 ) )

3.Competition - Agreements, decisions and concerted practices - Industrial and commercial property rights -
Patent licensing agreement - Prohibition on manufacture and marketing after expiry of the patent and
termination of the agreement - Unlawfulness - Condition - Appreciable effect on trade between Member States

(EEC Treaty, Art. 85(1 ) )

1.Restrictions which are imposed by way of contract by the proprietor of a patent upon the reproduction, use
or exploitation of a patented invention otherwise than under a licence granted for that purpose and which
derive from the application of national legislation intended to protect industrial property rights cannot, in
themselves, be regarded as preventing, restricting or distorting competition within the common market within
the meaning of Article 85(1 ).

2.A contractual obligation under which the grantee of a licence for a patented invention is required to pay
royalty for an indeterminate period, and thus after the expiry of the patent, does not in itself constitute a
restriction of competition within the meaning of Article 85(1 ) of the Treaty where the agreement was entered
into after the patent application was submitted and immediately before the grant of the patent .

3.A clause contained in a licensing agreement prohibiting the manufacture and marketing of the products in
question after the expiry of the patent and the termination of the agreement comes within the prohibition laid
down in Article 85(1 ) only if it emerges from the economic and legal context in which the agreement was
concluded that it is liable to appreciably affect trade between Member States.

In Case 320/87

REFERENCE to the Court under Article 177 of the EEC Treaty by the Soe - og Handelsret((Maritime and
Commercial Court ), Copenhagen, for a preliminary ruling in the proceedings pending before that court
between

Kai Ottung

and

(1 ) Klee &amp; Weilbach A/S

(2 ) Thomas Schmidt A/S

on the interpretation of Article 85 of the EEC Treaty,
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THE COURT (Sixth Chamber )

composed of : T. Koopmans, President of Chamber, T. F. O' Higgins, G . F. Mancini, C. N. Kakouris and F.
A. Schockweiler, Judges,

Advocate General : G. Tesauro

Registrar : H. A. Ruhl, Principal Administrator

after considering the observations submitted on behalf of

Klee &amp; Weilbach A/S and Thomas Schmidt A/S, the defendants, by S . Lassen, of the Copenhagen Bar,

the United Kingdom, by H. R. L. Purse, Treasury Solicitor, acting as Agent,

the Commission of the European Communities, by its Legal Adviser A. McClellan and by I. Langermann, a
member of its Legal Department, acting as Agents,

having regard to the Report for the Hearing and further to the hearing on 9 November 1988,

after hearing the Opinion of the Advocate General delivered at the sitting on 25 January 1989

gives the following

Judgment

1 By order of 23 September 1987, which was received at the Court Registry on 14 October 1987, the Si - og
Handelsret referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty a number of
questions on the interpretation of Article 85(1 ) of the EEC Treaty, with a view to determining the
compatibility with that provision of certain clauses contained in a licensing agreement.

2 The questions were raised in proceedings concerning certain clauses in a licensing agreement under which
Kai Ottung, a civil engineer, the plaintiff in the main proceedings, granted to A/S Anton Petersen &amp;
Henius Eftf (hereinafter referred to as "the licensee ") the exclusive right - which was subsequently assigned
to the defendants in the main proceedings - to exploit two control devices which he had designed for use on
brewery tanks. When the agreement was entered into, the licensee' s business was concerned mainly with the
sale of brewery equipment.

3 Under clauses 1 and 2 of that agreement the licensee undertook, for an indeterminate period, to pay royalty
for each device sold. Under clause 5 of the agreement, as amended by an addendum, the agreement may be
terminated only by the licensee' s giving six months' notice expiring on 1 October of any year. When such
termination takes effect, the licensee is permitted to manufacture only a number of devices corresponding to
the orders received as at the date of expiry of the agreement, less the number of devices, if any, in stock.

4 The agreement was entered into after a patent application had been filed in respect of one of the control
devices, fitted with a non-return valve for the admission of air, but before the patent was granted in Denmark.
During the years following the grant of the patent, the licensee paid the agreed royalty when selling the
devices developed by Mr Ottung, most of which incorporated the non-return valve for the admission of air.
The Danish patent expired on 12 April 1977 and the last patent in respect of the same devices granted in a
Member State expired on 15 March 1980. As from the end of 1980, the defendants in the main proceedings
ceased paying the royalty, on the ground, inter alia, that all the patents had expired; however, they did not
terminate the licensing agreement pursuant to clause 5, maintaining that the discontinuance of royalty
payments was tantamount to termination.
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5 In the course of the proceedings before the national court, Mr Ottung claimed that the defendants should be
ordered, as from 1 January 1981, to pay him the royalty provided for in the agreement or, in the alternative,
royalty of a lower amount to be fixed by the court . In support of those claims, he argued in particular that
the licensing agreement had been entered into for an indeterminate period and could not cease to apply until
the defendants had terminated it in accordance with clause 5.

6 Considering that the dispute raised certain questions concerning the interpretation of Article 85(1 ) of the
EEC Treaty, the Si - og Handelsret submitted the following questions for a preliminary ruling

"(1 ) Does a contractual obligation under which a licensee of a patented invention is to pay royalty for an
indeterminate period, and thus even after the expiry of the patent, constitute a restriction of competition of
the kind referred to in Article 85(1 ) of the Treaty of Rome where the agreement was entered into after the
patent application was submitted and immediately before the grant of the patent?

In that connection, is it of any significance that the grantor cannot terminate the agreement whereas the
licensee can bring it to an end by giving a certain notice of termination and, according to the terms of the
agreement, is thereafter not entitled to exploit the patent?

(2 ) To be answered if Question 1 is answered in the affirmative :

Does a contractual obligation under which a licensee of a non-patented product is to pay royalty for an
indeterminate period, and thus even after the patent for products also covered by the licensing agreement has
expired, specifically in respect of that product constitute a restriction of competition of the kind referred to in
Article 85(1 ) of the EEC Treaty where it is established that the non-patented product complements the
product for marketing purposes and that the agreement was entered into after the patent application was
submitted and immediately before the grant of the patent?

In that connection is it of any significance that the licensee only entered into the agreement to pay royalty in
respect of the non-patented product because otherwise he would not obtain a licence for the patented
invention?

(3 ) To be answered if Question 1 is answered in the affirmative :

Does a contractual obligation under which, for the use of a design protected by the law of copyright or under
the Marketing Law, a licensee is to pay royalty for an indeterminate period, and thus even after the expiry of
the patent on the product in question, constitute a restriction of competition of the kind referred to in Article
85(1 ) of the Treaty of Rome where it is established that the agreement was entered into after the patent
application was submitted and immediately before the grant of the patent?

In that connection is it of any significance that the licensee only entered into the agreement to pay royalty for
exploitation of the copyright or for protection against passing off under the Marketing Law because he would
obtain a licence for the patented invention?

(4 ) To be answered if Question 1 is answered in the negative :

Does a provision in a licensing agreement according to which a licensee is not entitled to sell the product in
question after the termination of the agreement constitute a restriction of competition of the kind referred to in
Article 85(1 ) where the licensing agreement relates to a patented product and the patent has expired and
where the agreement was entered into after the patent application was submitted and immediately before the
grant of the patent?"

7 Reference is made to the Report for the Hearing for a fuller account of the facts of the case
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and the observations submitted to the Court, which are mentioned or discussed hereinafter only in so far as is
necessary for the reasoning of the Court.

The first question

8 With respect to the first limb of the first question, it should first be observed that Article 85(1 ) prohibits as
incompatible with the common market agreements between undertakings which may affect trade between
Member States and which have as their object or effect the prevention, restriction or distortion of competition
within the common market.

9 It must be assumed that the national court considers that trade between Member States is likely to be
affected in the circumstances with which the main proceedings are concerned.

10 Restrictions which are imposed by the proprietor of a patent upon the reproduction, use or exploitation of
a patented invention otherwise than under a licence granted for that purpose and which derive from the
application of national legislation intended to protect industrial property rights cannot in themselves be
regarded as preventing, restricting or distorting competition within the common market within the meaning of
Article 85(1 ).

11 The possibility cannot be ruled out that the reason for the inclusion in a licensing agreement of a clause
imposing an obligation to pay royalty may be unconnected with a patent. Such a clause may instead reflect a
commercial assessment of the value to be attributed to the possibilities of exploitation granted by the licensing
agreement . That is even more true where, as in the main proceedings, the obligation to pay royalty in respect
of two devices, one being patented after the agreement was entered into and the other being complementary to
the first, was embodied in a licensing agreement entered into before the patent was granted.

12 Where the obligation to pay royalty was entered into for an indeterminate period and thus purports to bind
the licensee even after the expiry of the patent concerned, the question arises whether, having regard to the
economic and legal context of the licensing agreement, the obligation to continue to pay royalty might
constitute a restriction of competition of the kind referred to in Article 85(1 ).

13 An obligation to continue to pay royalty after the expiry of a patent can result only from a licensing
agreement which either does not grant the licensee the right to terminate the agreement by giving reasonable
notice or seeks to restrict the licensee' s freedom of action after termination. If that were the case, the
agreement might, having regard to its economic and legal context, restrict competition within the meaning of
Article 85(1 ). Where, however, the licensee may freely terminate the agreement by giving reasonable notice,
an obligation to pay royalty throughout the validity of the agreement cannot come within the scope of the
prohibition contained in Article 85(1 ).

14 For the purpose of the national court' s assessment of the legality of the clause at issue, it is irrelevant that
the licensor is bound by a clause preventing him from terminating the agreement.

15 It must therefore be stated in reply to the first limb of the first question submitted by the national court
that a contractual obligation under which the grantee of a licence for a patented invention is required to pay
royalty for an indeterminate period, and thus after the expiry of the patent, does not in itself constitute a
restriction of competition within the meaning of Article 85(1 ) of the Treaty where the agreement was entered
into after the patent application was submitted and immediately before the grant of the patent .

16 In view of the answer given above, there is no need for a separate answer to be given to the second limb
of the first question or to the second and third questions.

The fourth question
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17 In its fourth question, the national court asks whether a clause in a licensing agreement which prevents the
licensee from manufacturing and marketing the products in question after definitive termination of the
agreement constitutes a restriction of competition within the meaning of Article 85(1 ).

18 A clause in a licensing agreement prohibiting the manufacture and marketing of the products in question
after termination of the agreement weakens the licensee' s competitive position since it places the licensee at a
disadvantage in relation to its competitors, who may freely manufacture the products concerned after the
patent has expired . To that extent the clause in question may, depending on the legal and economic context
in which the agreement was concluded, restrict competition within the meaning of Article 85(1 ).

19 However, it is for the national court to verify, having regard to the relevant information at its disposal, in
particular the position occupied by the undertakings concerned in the market for the products at issue, whether
the licensing agreement is liable to appreciably affect trade between the Member States.

20 . It must therefore be stated in reply to the fourth question that a clause contained in a licensing agreement
prohibiting the manufacture and marketing of the products after the termination of the agreement comes within
the prohibition laid down in Article 85(1 ) only if it emerges from the economic and legal context in which
the agreement was concluded that it is liable to appreciably affect trade between Member States.

Costs

21 The costs incurred by the Commission of the European Communities and the United Kingdom, which have
submitted observations to the Court, are not recoverable. Since these proceedings are, in so far as the parties
to the main proceedings are concerned, a step in the action pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT (Sixth Chamber ),

in reply to the questions submitted to it by the Si - og Handelsret, by order of 23 September 1987, hereby
rules :

(1 ) A contractual obligation under which the grantee of a licence for a patented invention is required to pay
royalty for an indeterminate period, and thus after the expiry of the patent, does not in itself constitute a
restriction of competition within the meaning of Article 85(1 ) of the Treaty where the agreement was
entered into after the patent application was submitted and immediately before the grant of the patent.

(2)A clause contained in a licensing agreement prohibiting the manufacture and marketing of the products after
the termination of the agreement comes within the prohibition laid down in Article 85(1 ) only if it emerges
from the economic and legal context in which the agreement was concluded that it is liable to appreciably
affect trade between Member States.
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Judgment of the Court
of 27 September 1988

Bayer AG and Maschinenfabrik Hennecke GmbH v Heinz Süllhöfer. Reference for a preliminary
ruling: Bundesgerichtshof - Germany. Interpretation of Articles 30 and 85 of the EEC Treaty -

Lawfulness of an undertaking in a licensing agreement not to challenge the validity of certain industrial
property rights. Case 65/86.

++++

1 . Competition - Agreements, decisions and concerted practices - Agreements between undertakings - Concept
- Agreements whose purpose is to put an end to litigation

(EEC Treaty, Art. 85 (1 ) )

2.Competition - Agreements, decisions and concerted practices - Effect on trade between Member States -
Reciprocal licensing agreements relating to industrial and commercial property rights protected in several
Member States

(EEC Treaty, Art. 85 (1 ) )

3.Competition - Agreements, decisions and concerted practices - Adverse effect on competition - Criteria of
assessment - No-challenge clause in patent licensing agreement

(EEC Treaty, Art. 85 (1 ) )

1 . In its prohibition of certain "agreements" between undertakings, Article 85 (1 ) of the Treaty makes no
distinction between agreements whose purpose is to put an end to litigation and those concluded with other
aims in mind.

2 . A reciprocal licensing agreement relating to industrial property rights protected in several Member States
of the Community is capable of affecting trade between Member States, even if the parties to the agreement
are established in the same Member State.

3 . A no-challenge clause in a patent licensing agreement may, depending on the legal and economic context,
restrict competition within the meaning of Article 85 (1 ) of the EEC Treaty. Such a clause does not,
however, restrict competition when the agreement in which it is contained granted a free licence and the
licensee does not, therefore, suffer the competitive disadvantage involved or when the licence was granted
subject to payment of royalties but relates to a technically outdated process which the undertaking accepting
the no-challenge agreement did not use.

In Case 65/86

REFERENCE to the Court under Article 177 of the EEC Treaty by the Bundesgerichtshof (Federal Court of
Justice ) for a preliminary ruling in the proceedings pending before that court between

Bayer AG, Leverkusen

Maschinenfabrik Hennecke GmbH, St Augustin-Birlinghofen

and

Heinz Suellhoefer, 58 Niederrheinstrasse, Duesseldorf, a trader,

on the compatibility with Article 30 et seq. and Article 85 of the EEC Treaty of the inclusion in a licensing
agreement of a contractual stipulation by which the licensee undertakes not to challenge the validity of certain
technical industrial property rights granted to the licensor in several Member States of the European
Community which have the same content as those in respect of which he has been granted licences,
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THE COURT

composed of : Lord Mackenzie Stuart, President, G. Bosco, J. C. Moitinho de Almeida and G. C. Rodríguez
Iglesias, Presidents of Chambers, T . Koopmans, U. Everling, C. N. Kakouris, R. Joliet and F . A .
Schockweiler, Judges,

Advocate General : M. Darmon

Registrar : D. Louterman, Administrator

after considering the observations submitted on behalf of

Bayer AG, Leverkusen, and Maschinenfabrik Hennecke GmbH, St Augustin-Birlinghoven, appellants in the
main proceeding, by Dietrich Hoffmann, Rechtsanwalt, Duesseldorf,

Heinz Suellhoefer, Duesseldorf, respondent in the main proceedings, by Oliver Braendel, Rechtsanwalt,
Karlsruhe,

the Commission of the European Communities, by Norbert Koch, acting as Agent,

having regard to the Report for the Hearing and further to the hearing on 7 May 1987,

after hearing the Opinion of the Advocate General delivered at the sitting on 7 July 1987,

gives the following

Judgment

1 By an order of 4 February 1986, which was received at the Court on 6 March 1986, the Bundesgerichtshof
referred to the Court for a preliminary ruling under Article 177 of the EEC Treaty a question on the
interpretation of Article 30 et seq. and Article 85 of the EEC Treaty with a view to determining the
compatibility with those provisions of a contractual stipulation in a licensing agreement by which the licensee
undertakes not to challenge the validity of certain technical industrial property rights granted to the licensor in
several Member States of the European Community which have the same content as those in respect of which
he has been granted licences.

2 The question was raised in proceedings between Mr Suellhoefer (hereinafter referred to as "Suellhoefer "), a
trader in Duesseldorf, and Bayer AG and Maschinenfabrik Hennecke GmbH, the latter company being a
wholly owned subsidiary of the former (hereinafter referred to as "Bayer" and "Hennecke "), whose registered
offices are in the Federal Republic of Germany. The proceedings concern the validity of the abovementioned
agreement and the question whether those companies must give a statement of account and pay damages to
Suellhoefer.

3 On 20 December 1950, Bayer obtained a patent (the "Moroni" patent ) relating to processes and devices for
the continuous manufacture of panels, lengths or sheeting from foamable substances, especially
polyurethane-based substances. On 22 July 1965, Suellhoefer applied for a utility model and a patent for a
dual conveyor-belt system for the manufacture of rigid polyurethane-foam-based panels. The utility model was
registered on 21 July 1966. The patent application was published on 17 August 1967, from which date the
period within which an opposition might be lodged started to run.

4 Legal proceedings between Suellhoefer and Hennecke ensued from 1967 to early 1968. Suellhoefer, relying
on the abovementioned utility model, had issued warnings to both Hennecke and its customers . Hennecke, for
its part, sought a declaration that the utility model was invalid and an order that Suellhoefer should pay
compensation for unlawfully and wrongfully issuing warnings.

5 Meanwhile, Bayer and Hennecke, at that time two independent undertakings, had lodged oppositions to the
abovementioned patent application made by Suellhoefer.
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6 The agreement in question was concluded on 9 April 1968 to bring the above proceedings to an end. By
that agreement, Suellhoefer granted Hennecke and Bayer a non-exclusive free licence to use the
aforementioned utility model and patent, together with the right for both companies to grant sub-licences.
Suellhoefer also undertook to grant Hennecke and Bayer a licence subject to payment of royalties to use the
corresponding industrial property rights he held in other Member States, together with the right for both
companies to grant sub-licences.

7 Bayer, for its part, granted Suellhoefer a non-exclusive and non-transferable licence subject to payment of
royalties for the manufacture of foam panels under a German patent it held, waived any claims against
Suellhoefer in respect of infringements of that patent and undertook, together with Hennecke, not to challenge
the validity of the patent Suellhoefer had applied for relating to the dual conveyor-belt system referred to
above. The parties to the agreement also undertook to withdraw the abovementioned legal proceedings.

8 Some years later, further disputes arose between the parties, leading Suellhoefer to terminate the agreement
of 9 April 1968. On his application, the Landgericht (Regional Court ) Duesseldorf declared the agreement
invalid on the ground that it was based on a wilful deception. On appeal, the Oberlandesgericht (Higher
Regional Court ) Duesseldorf considered that the no-challenge clause was incompatible with Article 85 (1 ) of
the EEC Treaty, with the result that the whole agreement was invalid under Paragraph 139 of the German
Civil Code, which provides that "if part of a legal transaction is void, the whole legal transaction is void
unless it may be assumed that it would have been entered into even without the void part ".

9 The Bundesgerichtshof considered that the Court has not yet ruled on whether a no-challenge clause by
which a licensee undertakes not to challenge the validity of certain technical industrial property rights held by
the licensor in several Member States of the Community which have the same content as those in respect of
which he has been granted licences is compatible with the EEC Treaty. It therefore stayed the proceedings and
referred the following question to the Court for a preliminary ruling :

"Is it compatible with the Treaty establishing the European Economic Community (Article 30 et seq. and
Article 85 of the EEC Treaty ) to include in a licensing agreement a contractual stipulation by which the
licensee undertakes not to challenge the validity of technical industrial property rights granted to the
licensor in several Member States of the European Economic Community which all have the same content
and in respect of which licences have been granted?"

10 Reference is made to the Report for the Hearing for a fuller account of the facts of the case and the
observations submitted to the Court, which are mentioned or discussed hereinafter only in so far as is
necessary for the reasoning of the Court.

Compatibility of the no-challenge clause with Article 30 et seq. of the EEC Treaty

11 With regard to the question whether a contractual undertaking not to challenge certain industrial property
rights is compatible with Article 30 et seq. of the EEC Treaty, it must be borne in mind that those articles
form part of the rules intended to ensure the free movement of goods and to eliminate for that purpose any
measures of Member States likely to form, in any way, a barrier thereto. Agreements between undertakings,
on the other hand, are governed by the rules on competition in Article 85 et seq. of the Treaty, whose aim is
to maintain effective competition within the common market.

12 The national court' s question refers to the inclusion of a no-challenge clause in a patent licensing
agreement. It does not, therefore, involve the application of national legislation relating to the exercise of an
industrial property right likely to form a barrier to the free movement of goods between Member States, but
the validity of an agreement between undertakings which might
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have as its object or effect the restriction or distortion of competition.

13 The problem of interpretation of Community law raised by that question therefore involves Article 85, and
not Article 30 et seq. of the EEC Treaty.

Compatibility of the no-challenge clause with Article 85 (1 ) of the EEC Treaty

14 In the Commission' s view, an undertaking not to challenge an industrial property right included in a
licensing agreement should, in principle, be considered to be a restriction of competition. Such a clause is,
however, compatible with Article 85 (1 ) of the EEC Treaty when it is included in an agreement whose
purpose is to put an end to proceedings pending before a court, provided that the existence of the industrial
property right which is the subject-matter of the dispute is genuinely in doubt, that the agreement includes no
other clauses restricting competition, and that the no-challenge clause relates to the right in issue.

15 The point of view put forward by the Commission cannot be accepted . In its prohibition of certain
"agreements" between undertakings, Article 85 (1 ) makes no distinction between agreements whose purpose is
to put an end to litigation and those concluded with other aims in mind. It should also be noted that this
assessment of such a settlement is without prejudice to the question whether, and to what extent, a judicial
settlement reached before a national court which constitutes a judicial act may be invalid for breach of
Community competition rules.

16 A no-challenge clause included in a patent licensing agreement may, in the light of the legal and economic
context, restrict competition within the meaning of Article 85 (1 ) of the EEC Treaty.

17 In regard to that context, it should be pointed out that there is no restriction on competition when the
licence granted is a free licence inasmuch as, in those circumstances, the licensee does not suffer from the
competitive disadvantage involved in the payment of royalties .

18 Nor does a no-challenge clause contained in a licence granted subject to payment of royalties restrict
competition when the licence relates to a technically outdated process which the licensee undertaking did not
use.

19 It should, however, be pointed out that, if the national court were to consider that the no-challenge clause
contained in the licence granted subject to payment of royalties does involve a limitation of the licensee' s
freedom of action, it would still have to verify whether, given the positions held by the undertakings
concerned on the market for the products in question, the clause is of such a nature as to restrict competition
to an appreciable extent.

20 It should finally be pointed out that, if that criterion is met, a reciprocal licensing agreement relating to
industrial property rights protected in several Member States of the Community is capable of affecting trade
between Member States, even if the parties to the agreement are established in the same Member State.

21 It follows from the foregoing considerations that the answer to the national court' s question must be that a
no-challenge clause in a patent licensing agreement may, depending on the legal and economic context, restrict
competition within the meaning of Article 85 (1 ) of the EEC Treaty. Such a clause does not, however,
restrict competition when the agreement in which it is contained granted a free licence and the licensee does
not, therefore, suffer the competitive disadvantage involved in the payment of royalties or when the licence
was granted subject to payment of royalties but relates to a technically outdated process which the undertaking
accepting the no-challenge agreement did not use .

Costs

22 The costs incurred by the Commission of the European Communities, which has submitted observations
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to the Court, are not recoverable. As these proceedings are, in so far as the parties to the main proceedings
are concerned, in the nature of a step in the proceedings pending before the national court, the decision on
costs is a matter for that court.

On those grounds,

THE COURT,

in answer to the question referred to it by the Bundesgerichtshof by order of 4 February 1986, hereby rules :

A no-challenge clause in a patent licensing agreement may, depending on the legal and economic context,
restrict competition within the meaning of Article 85 (1 ) of the EEC Treaty. Such a clause does not,
however, restrict competition when the agreement in which it is contained granted a free licence and the
licensee does not, therefore, suffer the competitive disadvantage involved in the payment of royalties or when
the licence was granted subject to payment of royalties but relates to a technically outdated process which the
undertaking accepting the no-challenge agreement did not use.
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Judgment of the Court (Fourth Chamber)
of 25 February 1986

Windsurfing International Inc. v Commission of the European Communities.
Agreements prohibited by Article 85 of the EEC Treaty.

Case 193/83.

1 . COMPETITION - COMMUNITY RULES - APPLICATION - POWERS OF THE COMMISSION -
DETERMINATION OF THE SCOPE OF A NATIONAL PATENT - PERMISSIBILITY - CONDITIONS -
JUDICIAL REVIEW - LIMITS

(EEC TREATY , ARTS 85 AND 86 ; REGULATION NO 17 )

2 . COMPETITION - AGREEMENTS , DECISIONS AND CONCERTED PRACTICES - PATENT
LICENSING AGREEMENTS - CLAUSES RESTRICTING COMPETITION - JUSTIFICATION -
PROTECTION OF AN INDUSTRIAL PROPERTY RIGHT - LIMITS - SPECIFIC SUBJECT-MATTER OF
PATENT

(EEC TREATY , ART. 85 (1 ))

3 . COMPETITION - AGREEMENTS , DECISIONS AND CONCERTED PRACTICES - EFFECT ON
TRADE BETWEEN MEMBER STATES - ASSESSMENT BASED ON THE AGREEMENT AS A WHOLE
AND NOT ON EACH INDIVIDUAL CLAUSE

(EEC TREATY , ART. 85 (1 ))

1 . ALTHOUGH THE COMMISSION IS NOT COMPETENT TO DETERMINE THE SCOPE OF A
PATENT , IT IS STILL THE CASE THAT IT MAY NOT REFRAIN FROM ALL ACTION WHEN THE
SCOPE OF THE PATENT IS RELEVANT FOR THE PURPOSES OF DETERMINING WHETHER THERE
HAS BEEN AN INFRINGEMENT OF ARTICLE 85 OR 86 OF THE TREATY. EVEN IN CASES WHERE
THE PROTECTION AFFORDED BY A PATENT IS THE SUBJECT OF PROCEEDINGS BEFORE THE
NATIONAL COURTS , THE COMMISSION MUST BE ABLE TO EXERCISE ITS POWERS IN
ACCORDANCE WITH THE PROVISIONS OF REGULATION NO 17.

THE FINDINGS OF THE COMMISSION RELATING TO THE SCOPE OF A PATENT DO NOT IN ANY
WAY PRE-EMPT THE DETERMINATIONS MADE LATER BY NATIONAL COURTS WITHIN THEIR
SPHERES OF JURISDICTION AND ARE SUBJECT TO REVIEW BY THE COURT OF JUSTICE. THAT
REVIEW MUST BE LIMITED TO DETERMINING WHETHER , IN THE LIGHT OF THE LEGAL
POSITION EXISTING IN THE STATE IN WHICH THE PATENT WAS GRANTED , THE COMMISSION
HAS MADE A REASONABLE ASSESSMENT OF THE SCOPE OF THE PATENT.

2 . THE FOLLOWING CLAUSES IN PATENT LICENSING AGREEMENTS DO NOT FALL WITHIN THE
SPECIFIC SUBJECT-MATTER OF THE PATENT AND ARE INCOMPATIBLE WITH ARTICLE 85 (1 )
OF THE TREATY IN SO FAR AS THEY RESTRICT COMPETITION : QUALITY CONTROLS TO BE
EXERCISED BY THE LICENSOR EITHER IN RESPECT OF A PRODUCT NOT COVERED BY THE
PATENT OR WITHOUT BEING BASED ON OBJECTIVE CRITERIA LAID DOWN IN ADVANCE , AN
OBLIGATION ARBITRARILY PLACED ON THE LICENSEE ONLY TO SELL THE PATENTED
PRODUCT IN CONJUNCTION WITH A PRODUCT OUTSIDE THE SCOPE OF THE PATENT , A
METHOD OF CALCULATING ROYALTIES INDUCING THE LICENSEE TO REFUSE TO SELL
SEPARATELY A PRODUCT NOT COVERED BY THE PATENT , AN OBLIGATION ON THE
LICENSEE TO AFFIX A NOTICE OF THE PATENT TO A PRODUCT NOT COVERED BY THE
PATENT , A NO-CHALLENGE CLAUSE WITH REGARD TO THE LICENSOR ' S TRADE-MARKS AND
PATENTS , AND A CLAUSE PROHIBITING THE LICENSEE FROM MANUFACTURING THE
PATENTED PRODUCT IN A COUNTRY WHERE IT HAS NO PATENT PROTECTION .
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3 . IN ORDER FOR AN AGREEMENT BETWEEN UNDERTAKINGS TO BE REGARDED AS
AFFECTING INTRA-COMMUNITY TRADE WITHIN THE MEANING OF ARTICLE 85 (1 ) OF THE
TREATY , IT IS NOT NECESSARY FOR EACH INDIVIDUAL CLAUSE TO BE CAPABLE OF
AFFECTING SUCH TRADE. ONLY IF THE AGREEMENT AS A WHOLE IS CAPABLE OF AFFECTING
TRADE IS IT NECESSARY TO EXAMINE WHICH ARE THE CLAUSES OF THE AGREEMENT WHICH
HAVE AS THEIR OBJECT OR EFFECT A RESTRICTION OR DISTORTION OF COMPETITION.

IN CASE 193/83

WINDSURFING INTERNATIONAL INC., 1955 WEST 190TH STREET , TORRANCE , CALIFORNIA ,
UNITED STATES OF AMERICA , REPRESENTED BY WILLEM A. HOYNG , ATTORNEY-AT-LAW IN
THE FIRM OF BLACKSTONE , RUEB & VAN BOESCHOTEN , THE HAGUE , WITH AN ADDRESS
FOR SERVICE IN LUXEMBOURG AT THE CHAMBERS OF ERNEST ARENDT , 34-B RUE
PHILIPPE-II ,

APPLICANT ,

V

COMMISSION OF THE EUROPEAN COMMUNITIES , REPRESENTED BY ITS PRINCIPAL LEGAL
ADVISER BASTIAAN VAN DER ESCH AND BY INGOLF PERNICE , A MEMBER OF ITS LEGAL
DEPARTMENT , ACTING AS AGENTS , WITH AN ADDRESS FOR SERVICE IN LUXEMBOURG AT
THE OFFICES OF MANFRED BESCHEL , A MEMBER OF THE COMMISSION ' S LEGAL
DEPARTMENT , JEAN MONNET BUILDING , KIRCHBERG ,

DEFENDANT ,

APPLICATION FOR A DECLARATION THAT THE COMMISSION DECISION OF 11 JULY 1983 ,
RELATING TO A PROCEEDING UNDER ARTICLE 85 OF THE EEC TREATY (IV/29.395 -
WINDSURFING INTERNATIONAL , OFFICIAL JOURNAL 1983 , L 229 , P . 1 ) IS VOID , AND , IN
THE ALTERNATIVE , FOR THE ANNULMENT OR THE REDUCTION OF THE FINE IMPOSED UPON
THE APPLICANT BY THAT DECISION

COSTS

115 UNDER THE TERMS OF ARTICLE 69 (2 ) OF THE RULES OF PROCEDURE , THE
UNSUCCESSFUL PARTY IS TO BE ORDERED TO PAY THE COSTS IF A SUBMISSION HAS BEEN
MADE TO THAT EFFECT. NEVERTHELESS , BY VIRTUE OF ARTICLE 69 (3 ), THE COURT MAY
ORDER THE PARTIES TO BEAR THEIR OWN COSTS IN WHOLE OR IN PART WHERE EACH
PARTY SUCCEEDS ON SOME AND FAILS ON OTHER HEADS. AS THE COMMISSION HAS FAILED
IN CERTAIN OF THE SUBMISSIONS IN ITS DEFENCE , THE PARTIES MUST BE ORDERED TO PAY
THEIR OWN COSTS .

ON THOSE GROUNDS ,

THE COURT (FOURTH CHAMBER )

HEREBY :

(1 ) DECLARES VOID ARTICLE 1 OF THE COMMISSION DECISION OF 11 JULY 1983 IN SO FAR
AS IT FINDS THAT :

THE LICENSING AGREEMENT WITH SHARK LAID DOWN AN OBLIGATION ON THE LICENSEE TO
EXPLOIT THE LICENSED PATENTS ONLY FOR THE MANUFACTURE OF SAILBOARDS WHICH
HAD WINDSURFING INTERNATIONAL ' S PRIOR APPROVAL FOR THE BOARDS ;

THE LICENSING AGREEMENTS BETWEEN WINDSURFING INTERNATIONAL AND SAN ,
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KLEPPER AND MARKER AND THE AGREEMENT BETWEEN TEN CATE AND OSTERMANN ,
BEFORE IT WAS TAKEN OVER BY WINDSURFING INTERNATIONAL , LAID DOWN AN
OBLIGATION ON THE LICENSEES TO PAY ROYALTIES ON COMPONENTS ON THE NET SELLING
PRICE OF A COMPLETE SAILBOARD ;

THE LICENSING AGREEMENTS WITH OSTERMANN AND SHARK LAID DOWN AN OBLIGATION
TO AFFIX TO THE BOARDS OF THEIR SAILBOARDS THE NOTICE ' LICENSED BY HOYLE
SCHWEITZER ' OR ' LICENSED BY WINDSURFING INTERNATIONAL ' ;

THE LICENSING AGREEMENTS WITH OSTERMANN AND SHARK LAID DOWN AN OBLIGATION
ON THE LICENSEES TO ACKNOWLEDGE THE TRADE-MARKS OF WINDSURFING
INTERNATIONAL AND TEN CATE AS VALID TRADE-MARKS ;

THE OBLIGATION ON THE LICENSEES TO PAY ROYALTIES ON THE RIGS MANUFACTURED
UNDER THE GERMAN PATENT ONLY ON THE BASIS OF THE NET SELLING PRICE OF A
COMPLETE SAILBOARD CONSTITUTED AN INFRINGEMENT OF ARTICLE 85 (1 ) OF THE EEC
TREATY ;

(2)SETS THE AMOUNT OF THE FINE IMPOSED ON WINDSURFING INTERNATIONAL AT 25 000
ECU , BEING DM 56 896.50 ;

(3)FOR THE REST , DISMISSES THE APPLICATION ;

(4)ORDERS THE PARTIES TO PAY THEIR OWN COSTS.

1 BY AN APPLICATION LODGED AT THE COURT REGISTRY ON 13 SEPTEMBER 1983 , THE
UNDERTAKING WINDSURFING INTERNATIONAL INC. WHICH HAS ITS REGISTERED OFFICE IN
TORRANCE , CALIFORNIA , USA , BROUGHT AN ACTION UNDER THE SECOND PARAGRAPH OF
ARTICLE 173 OF THE EEC TREATY FOR A DECLARATION THAT THE COMMISSION DECISION OF
11 JULY 1983 , RELATING TO A PROCEEDING UNDER ARTICLE 85 OF THE EEC TREATY
(OFFICIAL JOURNAL 1983 , L 229 , P . 1 ), IS VOID IN SO FAR AS IT CONTAINS THE FINDING
THAT A NUMBER OF CLAUSES IN THE LICENSING AGREEMENTS CONCLUDED BETWEEN THE
APPLICANT AND CERTAIN GERMAN UNDERTAKINGS CONSTITUTED INFRINGEMENTS OF THE
COMPETITION RULES IN THE EEC TREATY , OR ALTERNATIVELY FOR THE ANNULMENT OF
THE FINE IMPOSED UPON THE APPLICANT BY THE DECISION OR AT LEAST A REDUCTION IN
ITS AMOUNT.

I - FACTS

2 WINDSURFING INTERNATIONAL IS A COMPANY FOUNDED BY MR HOYLE SCHWEITZER , A
KEY FIGURE IN THE DEVELOPMENT OF SAILBOARDS , AN APPARATUS COMPOSED OF A '
BOARD ' (A HULL MADE OF SYNTHETIC MATERIALS EQUIPPED WITH A CENTRE-BOARD )
AND A ' RIG ' (AN ASSEMBLAGE CONSISTING ESSENTIALLY OF A MAST , A JOINT FOR THE
MAST , A SAIL AND SPARS ) WHICH MAKES IT POSSIBLE TO COMBINE THE ART OF SURFING
WITH THE SPORT OF SAILING. THE COMPANY ' S TURNOVER DERIVES PARTLY FROM THE
PROCEEDS OF THE SALE OF SAILBOARDS WHICH IT MANUFACTURES AND PARTLY FROM THE
INCOME ARISING OUT OF LICENCES WHICH IT HAS GRANTED TO OTHER UNDERTAKINGS. IN
THE 1970 ' S WINDSURFING INTERNATIONAL EXTENDED ITS OPERATIONS TO EUROPE , WHERE
IT INITIALLY SUBMITTED PATENT CLAIMS IN CERTAIN MEMBER COUNTRIES OF THE
EUROPEAN COMMUNITY , NAMELY THE UNITED KINGDOM AND THE FEDERAL REPUBLIC OF
GERMANY.

3 THE SCOPE OF THE PATENT FOR INVENTION GRANTED TO WINDSURFING INTERNATIONAL
IN THE FEDERAL REPUBLIC OF GERMANY IN 1978 , FOLLOWING A PATENT CLAIMS
PROCEDURE BEGUN IN 1969 , HAS ALWAYS BEEN A MATTER OF DISPUTE . IT IS AGAIN
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IN DISPUTE IN THESE PROCEEDINGS BECAUSE WINDSURFING INTERNATIONAL ARGUES THAT
THE CLAUSES AT ISSUE IN ITS LICENSING AGREEMENTS ARE LINKED TO THE EXERCISE OF
ITS PATENT RIGHTS AND MUST THEREFORE ENJOY THE PROTECTION WHICH THE EEC
TREATY AFFORDS TO INDUSTRIAL PROPERTY RIGHTS , WHILE THIS IS DENIED BY THE
COMMISSION

4 ON 1 JANUARY 1973 , WHEN ITS PATENT APPLICATION WAS STILL BEING EXAMINED BY
THE GERMAN PATENT OFFICE (BUNDESPATENTAMT ), WINDSURFING INTERNATIONAL
GRANTED TO TEN CATE , A NETHERLANDS UNDERTAKING , AN EXCLUSIVE TEMPORARY
LICENCE FOR THE PRODUCTION AND SALE IN EUROPE OF SAILBOARDS INCORPORATING ITS
KNOW-HOW. TEN CATE WAS ALSO GRANTED THE RIGHT TO USE THE WORD MARKS '
WINDSURFER ' AND ' WINDSURFING ' AND A DESIGN MARK (' LOGO ' ) SHOWING A
STYLIZED REPRESENTATION OF A SAIL.

5 IN 1976 AND 1977 RESPECTIVELY , TEN CATE GRANTED TO THE GERMAN UNDERTAKINGS
OSTERMANN AND SHARK SUB-LICENCES FOR THE EXPLOITATION OF THE GERMAN PATENT
ALREADY APPLIED FOR AND ALSO , IN OSTERMANN ' S CASE , OF ANY PATENT
SUBSEQUENTLY APPLIED FOR IN EUROPE. WINDSURFING INTERNATIONAL DOES NOT ACCEPT
THAT TEN CATE WAS ENTITLED TO ENTER INTO THOSE TWO AGREEMENTS. IN 1978 THEY
WERE TAKEN OVER BY WINDSURFING INTERNATIONAL , WHICH THEN CONCLUDED
LICENSING AGREEMENTS WITH OTHER GERMAN UNDERTAKINGS , NAMELY AKUTEC ON 1
JULY 1978 , SAN AND KLEPPER ON 1 JANUARY 1979 AND MARKER ON 21 AUGUST 1980.

6 A NUMBER OF TRADE COMPETITORS OF THE UNDERTAKINGS LICENSED TO PRODUCE AND
MARKET SAILBOARDS SUBMITTED TO THE COMMISSION PURSUANT TO ARTICLE 3 (1 ) OF
REGULATION NO 17 OF 6 FEBRUARY 1962 COMPLAINTS CALLING INTO QUESTION , INTER
ALIA , THE COMPATIBILITY OF THE AGREEMENTS WITH THE COMMUNITY RULES ON
COMPETITION.

7 FOLLOWING REPRESENTATIONS MADE BY THE COMMISSION IN 1981 , WINDSURFING
INTERNATIONAL CONCLUDED A NUMBER OF NEW LICENSING AGREEMENTS TAKING
ACCOUNT OF THE REQUIREMENTS OF COMMUNITY LAW AS STATED BY THE COMMISSION ,
AND THESE THE COMMISSION HAS NOT CHALLENGED ; THEY INCLUDE THE AGREEMENTS
CONCLUDED WITH AKUTEC IN SEPTEMBER 1981 , WITH KLEPPER IN NOVEMBER 1981 , WITH
SAN IN JANUARY 1982 , WITH OSTERMANN IN SEPTEMBER 1982 AND WITH SHARK IN MARCH
1983.

8 NONE THE LESS THE COMMISSION CONSIDERED IT NECESSARY TO INITIATE A PROCEEDING
FOR THE INFRINGEMENT OF THE COMPETITION RULES AGAINST WINDSURFING
INTERNATIONAL IN VIEW OF THE SERIOUSNESS AND DURATION OF THE INFRINGEMENT
WHICH IT FOUND THAT COMPANY TO HAVE COMMITTED PRIOR TO THE NEW LICENSING
AGREEMENTS. THAT PROCEEDING RESULTED IN THE DECISION OF 11 JULY 1983 WHEREBY
THE COMMISSION FOUND THAT CERTAIN CLAUSES IN THE LICENSING AGREEMENTS
ORIGINALLY CONCLUDED BETWEEN WINDSURFING INTERNATIONAL AND OSTERMANN ,
SHARK , AKUTEC , SAN , KLEPPER AND MARKER CONSTITUTED AN INFRINGEMENT OF
ARTICLE 85 (1 ) OF THE EEC TREATY AND IMPOSED UPON WINDSURFING INTERNATIONAL A
FINE OF 50 000 ECU .

9 BY ARTICLE 1 , WHICH RELATES TO THE LICENSING AGREEMENTS BETWEEN WINDSURFING
INTERNATIONAL AND THE ABOVE-MENTIONED UNDERTAKINGS , THE CONTESTED DECISION
DECLARES THAT THE FOLLOWING TERMS IN THE AGREEMENTS WHICH EXISTED UNTIL
1981/1982 CONSTITUTED AN INFRINGEMENT OF ARTICLE 85 (1 ) OF THE EEC TREATY :
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(A ) IN THE AGREEMENTS WITH OSTERMANN , SHARK , AKUTEC , SAN , KLEPPER AND
MARKER :

(1 ) THE OBLIGATION ON THE LICENSEES TO EXPLOIT THE LICENSED PATENTS ONLY FOR
THE MANUFACTURE OF SAILBOARDS USING BOARDS WHICH HAD BEEN GIVEN
WINDSURFING INTERNATIONAL ' S PRIOR APPROVAL ;

(2)THE OBLIGATION ON THE LICENSEES NOT TO SUPPLY RIGS MANUFACTURED UNDER THE
GERMAN PATENT SEPARATELY AND WITHOUT THE BOARDS APPROVED BY WINDSURFING
INTERNATIONAL ;

(3)THE OBLIGATION ON THE LICENSEES TO PAY ROYALTIES FOR RIGS MANUFACTURED
UNDER THE GERMAN PATENT ONLY ON THE BASIS OF THE NET SELLING PRICE OF A
COMPLETE SAILBOARD ;

(4)THE OBLIGATION ON THE LICENSEES TO AFFIX TO BOARDS OFFERED FOR SALE A NOTICE
STATING ' LICENSED BY HOYLE SCHWEITZER ' OR ' LICENSED BY WINDSURFING
INTERNATIONAL ' ;

(5)THE OBLIGATION ON THE LICENSEES TO ACKNOWLEDGE THE WORD MARKS ' WINDSURFER
' AND ' WINDSURFING ' AS WELL AS A DESIGN MARK (' LOGO ' ) SHOWING THE ABSTRACT
SHAPE OF A SAIL AS VALID TRADE-MARKS ;

(B ) IN THE AGREEMENTS WITH AKUTEC , SAN , KLEPPER AND MARKER :

THE RIGHT GRANTED TO WINDSURFING INTERNATIONAL TO TERMINATE THE LICENSING
AGREEMENTS SHOULD THE LICENSEES START PRODUCTION IN A TERRITORY NOT COVERED
BY A PATENT ;

(C ) IN THE AGREEMENTS WITH OSTERMANN AND SHARK :

THE OBLIGATION ON THE LICENSEES NOT TO CHALLENGE THE LICENSED PATENTS .

10 WINDSURFING INTERNATIONAL HAS BROUGHT AN ACTION AGAINST THAT DECISION IN
WHICH IT CHALLENGES BOTH THE COMMISSION ' S FINDINGS OF FACT AND ITS LEGAL
ASSESSMENT OF THE CLAUSES WHICH IT FOUND INCOMPATIBLE WITH ARTICLE 85 (1 ) OF
THE TREATY.

II - EXISTENCE OF A SEPARATE MARKET FOR COMPONENTS AND OF AN INTRA-COMMUNITY
TRADE IN SAILBOARDS

11 WINDSURFING INTERNATIONAL STATES FIRST THAT , CONTRARY TO THE COMMISSION ' S
ALLEGATIONS , THERE WAS NO MARKET OF ANY SIZE IN SAILBOARD COMPONENTS AS
DISTINCT FROM WHOLE SAILBOARDS DURING VIRTUALLY THE ENTIRE PERIOD COVERED BY
THE DECISION (FROM 1974 TO 1981 ), THE DEMAND FOR SEPARATE COMPONENTS BEING
ALMOST EXCLUSIVELY FOR SUPPLIES OF REPLACEMENT PARTS.

12 WITH REGARD TO THAT ARGUMENT IT SHOULD BE NOTED THAT THE QUESTION WHETHER
OR NOT SUCH A MARKET EXISTED IS NOT WITHOUT IMPORTANCE FOR THE PURPOSES OF
ESTABLISHING WHETHER THE CLAUSES AT ISSUE WERE COMPATIBLE WITH ARTICLE 85 (1 ).
IN SO FAR AS IT IS SHOWN THAT THERE WAS PRACTICALLY NO TRADE IN SEPARATE
COMPONENTS , IT CANNOT BE MAINTAINED THAT THE CLAUSES IN WINDSURFING
INTERNATIONAL ' S LICENSING AGREEMENTS WERE CAPABLE OF PREVENTING , RESTRICTING
OR DISTORTING COMPETITION IN REGARD TO THOSE COMPONENTS WITHIN THE COMMON
MARKET.

© An extract from a JUSTIS database



61983J0193 European Court reports 1986 Page 00611 6

13 ACCORDING TO WINDSURFING INTERNATIONAL , THERE WAS FOR A LONG TIME IN
EUROPE ONLY A MARKET FOR COMPLETE SAILBOARDS , NAMELY WHOLE UNITS COMPRISING
A BOARD AND A RIG. ONLY TOWARDS THE END OF 1981 DID VERY ADVANCED SURFERS
BEGIN TO COMBINE RIGS WITH BOARDS DESIGNED FOR HIGHLY-SPECIALIZED USES AND
EVEN ASSEMBLE THEIR OWN SAILBOARDS FROM INDIVIDUAL COMPONENTS. THIS GAVE RISE
TO A DISTINCT MARKET , WHICH DID NOT , HOWEVER , EXCEED 1% OF TOTAL DEMAND AT
THE RELEVANT TIME. A WHOLLY ARTIFICIAL DEMAND , WHICH SHOULD THEREFORE NOT BE
TAKEN INTO ACCOUNT , DEVELOPED AFTER 1978 IN THE FEDERAL REPUBLIC OF GERMANY
AS A RESULT OF THE PATENT GRANTED TO WINDSURFING INTERNATIONAL IN THAT
COUNTRY ; BECAUSE THE PATENT UNQUESTIONABLY COVERED AT LEAST THE RIG , IT
COMPELLED UNLICENSED MANUFACTURERS TO TRY TO PURCHASE PATENTED RIGS IN
ORDER TO MOUNT THEM ON THEIR OWN BOARDS SO AS TO BE ABLE TO CONTINUE
MARKETING THEIR SAILBOARDS ON THE GERMAN MARKET.

14 THE COMMISSION , HOWEVER , CONTENDS THAT EVEN IN THE PERIOD FROM 1978 TO 1981
THERE WAS , NOT ONLY IN GERMANY BUT ALSO IN OTHER COUNTRIES IN THE EEC SUCH AS
FRANCE , A DEMAND FOR SEPARATE COMPONENTS GOING WELL BEYOND A SIMPLE DEMAND
FOR REPLACEMENT PARTS. THE FACT THAT THE DEMAND ON THE GERMAN MARKET WAS
LARGELY DUE TO THE PATENT SITUATION IN GERMANY IS NOT A SUFFICIENT REASON FOR
LEAVING THAT DEMAND OUT OF ACCOUNT SINCE THE CONDITIONS CREATED BY THE
EXISTENCE OF A PATENT CANNOT BE TREATED ANY DIFFERENTLY FROM THE OTHER
CONDITIONS INFLUENCING THE BEHAVIOUR OF OPERATORS ON A GIVEN MARKET.

15 THE EXISTENCE OF A MARKET IN SEPARATE COMPONENTS MUST BE ESTABLISHED IN THE
LIGHT OF THE FACTS INDICATED BY THE PARTIES IN THEIR PLEADINGS AND THE
ADDITIONAL INFORMATION WHICH THEY HAVE FURNISHED AT THE COURT ' S REQUEST.

16 ON THAT POINT IT IS CLEAR FROM SALES CATALOGUES , FROM ADVERTISING MATERIAL
AND FROM INFORMATION OBTAINED FROM MANUFACTURERS BY THE COMMISSION THAT
SAILBOARD COMPONENTS (BOARDS , RIGS , AND PARTS FOR RIGS ) WERE OFFERED FOR
SALE AND SOLD SEPA RATELY FROM 1978 , EVEN IN COUNTRIES WHERE THERE WAS NO
PATENT PROTECTING A PART OF THE SAILBOARD . ROYALTY STATEMENTS FROM LICENSEES
WHICH WINDSURFING INTERNATIONAL HAS ITSELF PRODUCED AT THE COURT ' S REQUEST
ALSO MAKE IT CLEAR THAT DELIVERIES OF RIGS AND PARTS FOR RIGS WERE MADE FROM
1978 .

17 HOWEVER , IN ASSESSING THE SIZE OF THE COMPONENTS MARKET , IT IS DIFFICULT TO
ESTIMATE TO WHAT EXTENT SALES OF SEPARATE COMPONENTS WENT BEYOND THE MERE
DELIVERY OF REPLACEMENT PARTS. THE ROYALTY STATEMENTS OF CERTAIN LICENSEES OF
WINDSURFING INTERNATIONAL IN EUROPE , SUCH AS TEN CATE AND OSTERMANN , SHOW
THAT UNTIL 1981 SUPPLIES OF SAILBOARD COMPONENTS REPRESENTED LESS THAN 10% OF
THE TOTAL TURNOVER OF THOSE COMPANIES ; NEVERTHELESS IT IS NECESSARY TO TAKE
INTO ACCOUNT THE FACT THAT THOSE LICENSEES SOUGHT AS FAR AS POSSIBLE TO AVOID
SUPPLYING SEPARATE COMPONENTS OTHERWISE THAN AS REPLACEMENT PARTS. DATA
SUPPLIED BY THE COMMISSION RELATING TO A LARGE BELGIAN UNDERTAKING INDICATE
SALES AMOUNTING TO 8% OF THE TURNOVER FOR COMPLETE SAILBOARDS IN 1979 AND 17%
IN 1980 , WHICH GIVES SLIGHTLY LOWER PERCENTAGES IN RELATION TO TOTAL TURNOVER.

18 IF IT IS BORNE IN MIND THAT THE GROWTH IN THE MARKET BROUGHT ABOUT A
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CONSTANTLY INCREASING DEMAND FOR REPLACEMENT PARTS AND THAT ACCORDING TO
ESTIMATES MADE BY THE LICENSEES IN 1980 - AS SHOWN IN THE MINUTES OF A MEETING
WITH MR SCHWEITZER HELD IN MUNICH ON 9 OCTOBER 1980 - THE NORMAL DEMAND FOR
SPARE PARTS WAS 10 TO 15% , THE PERCENTAGES INDICATED ABOVE , WHICH INCLUDE
SEPARATE SALES OF BOARDS AS WELL AS RIGS AND PARTS FOR RIGS , DO NOT SUPPORT
THE INFERENCE THAT THE DEMAND FOR SEPARATE COMPONENTS WAS MUCH IN EXCESS OF
THE DEMAND FOR REPLACEMENT PARTS.

19 IN VIEW OF THOSE CONSIDERATIONS IT MAY BE CONCLUDED THAT THERE WAS ALREADY
A MARKET FOR SEPARATE COMPONENTS DURING THE PERIOD TO WHICH THE DECISION
RELATES BUT THAT IT WAS NOT VERY LARGE.

20 WINDSURFING INTERNATIONAL STATES IN THE SECOND PLACE THAT THERE WAS NO
SIGNIFICANT TRADE IN SAILBOARDS BETWEEN THE MEMBER STATES , BECAUSE SAILBOARD
MANUFACTURERS OPERATE PRINCIPALLY ON THEIR DOMESTIC MARKET , AND THAT IN EACH
STATE IMPORTS REPRESENTED ON AVERAGE ONLY 20 TO 30% OF NATIONAL PRODUCTION.

21 THE COMMISSION , ON THE OTHER HAND , NOTES THAT EVEN IN THE PERIOD UNDER
CONSIDERATION UNDERTAKINGS SUCH AS MISTRAL AND DUFOUR WERE OPERATING ON A
COMMUNITY-WIDE BASIS AND ON A LARGE SCALE.

22 IT FOLLOWS FROM THE FOREGOING THAT , AS WINDSURFING INTERNATIONAL ITSELF
ACKNOWLEDGES , IMPORTS HAVE ALWAYS REPRESENTED AN APPRECIABLE PERCENTAGE OF
THE SAILBOARDS SUPPLIED TO THE MARKET IN EACH MEMBER STATE . THIS IS ALL THE
MORE TRUE AS THE SIGNIFICANCE OF THE INTRA-COMMUNITY TRADE IN SAILBOARDS MUST
BE EVALUATED IN RELATION TO THE WHOLE OF THE COMMON MARKET AND NOT TO
INDIVIDUAL NATIONAL MARKETS

III - SCOPE OF THE GERMAN PATENT

23 ANOTHER ISSUE ON WHICH THE PARTIES ARE IN DISPUTE IS THE SCOPE OF THE PATENT
GRANTED TO WINDSURFING INTERNATIONAL IN THE FEDERAL REPUBLIC OF GERMANY.

24 WINDSURFING INTERNATIONAL ARGUES IN THE FIRST PLACE THAT THE COMMISSION AS
SUCH IS NOT COMPETENT TO RULE UPON THE SCOPE OF A PATENT GRANTED IN A MEMBER
STATE. IT TAKES THE VIEW THAT WHERE THERE IS AT LEAST A REASONABLE DOUBT ABOUT
THE SCOPE OF A PATENT THE COMMISSION SHOULD NOT SUBSTITUTE ITS VIEW FOR THAT
OF THE NATIONAL COURTS , WHICH HAVE SOLE COMPETENCE TO GIVE A FINAL VERDICT ON
SUCH A MATTER. IN THIS CASE , LEGAL PROCEEDINGS INTENDED PRECISELY TO OBTAIN A
DECISION ON THE SCOPE OF THE PATENT WERE PENDING AND THE COMMISSION HAD NO
RIGHT TO PRE-EMPT THAT DECISION.

25 THE COMMISSION REPLIES THAT FOR THE PURPOSES OF ITS DECISION IT WAS NEITHER
NECESSARY NOR DESIRABLE TO AWAIT THE FINAL OUTCOME OF THE PROCEEDINGS
INSTITUTED IN ORDER TO ESTABLISH THE SCOPE OF THE PATENT. THE VIEW TAKEN BY THE
COMMISSION WAS BASED ON A LEGAL POSITION WHICH HAD ALREADY BEEN CONFIRMED
ON SEVERAL OCCASIONS BY THE COMPETENT GERMAN AUTHORITIES. FURTHERMORE , TO
AWAIT THE FINAL OUTCOME OF THE PENDING PROCEEDINGS WOULD HAVE MEANT
ACCEPTING THE RESTRICTIONS ON COMPETITION IMPOSED BY WINDSURFING
INTERNATIONAL FOR A STILL LONGER PERIOD AND PROBABLY UNTIL THE EXPIRY OF THE
PATENT.

26 ALTHOUGH THE COMMISSION IS NOT COMPETENT TO DETERMINE THE SCOPE OF
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A PATENT , IT IS STILL THE CASE THAT IT MAY NOT REFRAIN FROM ALL ACTION WHEN THE
SCOPE OF THE PATENT IS RELEVANT FOR THE PURPOSES OF DETERMINING WHETHER THERE
HAS BEEN AN INFRINGEMENT OF ARTICLE 85 OR 86 OF THE TREATY. EVEN IN CASES WHERE
THE PROTECTION AFFORDED BY A PATENT IS THE SUBJECT OF PROCEEDINGS BEFORE THE
NATIONAL COURTS , THE COMMISSION MUST BE ABLE TO EXERCISE ITS POWERS IN
ACCORDANCE WITH THE PROVISIONS OF REGULATION NO 17.

27 IN ANY EVENT , THE POSITION OF AN UNDERTAKING TO WHICH PROCEEDINGS UNDER
REGULATION NO 17 RELATE IS NOT PREJUDICED BY ANY FINDINGS MADE BY THE
COMMISSION. IN THE FIRST PLACE , SUCH FINDINGS DO NOT IN ANY WAY PRE-EMPT THE
DETERMINATIONS MADE LATER BY NATIONAL COURTS IN DISPUTES BROUGHT BEFORE THEM
ON THE SUBJECT OF PATENT RIGHTS ; SECONDLY , THE COMMISSION ' S DECISION IS
SUBJECT TO REVIEW BY THE COURT OF JUSTICE.

28 THE REVIEW EXERCISED BY THE COURT MUST BE LIMITED TO DETERMINING WHETHER ,
IN THE LIGHT OF THE LEGAL POSITION EXISTING IN THE STATE IN WHICH A PATENT WAS
GRANTED , THE COMMISSION HAS MADE A REASONABLE ASSESSMENT OF THE SCOPE OF THE
PATENT. IN THIS CASE , IT SHOULD THEREFORE BE ASCERTAINED WHETHER THE
COMMISSION WAS JUSTIFIED IN TAKING THE VIEW THAT THE GERMAN PATENT GRANTED TO
WINDSURFING INTERNATIONAL COVERED ONLY THE RIG FOR A SAILBOARD AND NOT THE
BOARD.

29 IT MUST BE NOTED IN THAT REGARD THAT NONE OF THE ACTIONS BROUGHT
SPECIFICALLY IN ORDER TO SETTLE THAT POINT HAS AS YET BEEN THE SUBJECT OF A
FINAL DECISION. THE TEST CASE BROUGHT BY WINDSURFING INTERNATIONAL IN 1980
AGAINST AN UNDERTAKING SELLING SEPARATE BOARDS IN THE FEDERAL REPUBLIC OF
GERMANY WAS DISCONTINUED IN 1983 WHEN WINDSURFING INTERNATIONAL ABANDONED
ITS CLAIMS AFTER CONCLUDING A LICENSING AGREEMENT WITH THE DEFENDANT. TWO
FURTHER ACTIONS IN WHICH UNDERTAKINGS IN COMPETITION WITH LICENSEES OF
WINDSURFING INTERNATIONAL SOUGHT A DECLARATION THAT THE SUPPLY OF BOARDS
AND SAILS (IN THE FIRST CASE ) AND MASTS (IN THE SECOND CASE ) DID NOT CONSTITUTE
A PATENT INFRINGEMENT HAVE FOR THE PRESENT BEEN STAYED PENDING ATTEMPTS TO
NEGOTIATE A SETTLEMENT.

30 THAT BEING THE CASE , THE SCOPE OF THE GERMAN PATENT MAY BE DETERMINED ONLY
ON THE BASIS OF THE WORDING OF THE PATENT CLAIM ACCEPTED BY THE GERMAN
PATENT OFFICE AND THE INTERPRETATIVE RULINGS HITHERTO GIVEN BY THE COMPETENT
GERMAN COURTS AND AUTHORITIES.

31 THE DECISION WHEREBY THE GERMAN PATENT OFFICE GRANTED THE PATENT ON 31
MARCH 1978 INDICATES THAT THE PATENT GRANTED IS FOR ' A RIG FOR A SAILBOARD '
CAPABLE OF BEING ' USED NOT ONLY FOR SAILBOARDS BUT ALSO FOR ICE YACHTS , SAND
YACHTS , SURFBOARDS , CANOES , ROWING BOATS OR SMALL SAILING BOATS '. IT SHOULD
ALSO BE POINTED OUT , FIRST , THAT THE PATENT DECISION MENTIONS THE EXISTENCE OF
OTHER KINDS OF PATENTED RIGS AND DEFINES THE NOVELTY OF THE INVENTION AS
RESIDING IN THE FACT THAT THE RIG MAKES IT POSSIBLE TO BEAT TO WINDWARD , AND ,
SECONDLY , THAT THE DESCRIPTION OF THE INVENTION REFERS ONLY TO COMPONENTS OF
THE RIG.

32 IN VIEW OF THE FACT THAT EVERY REFERENCE TO A ' SAILBOARD ' IN WINDSURFING
INTERNATIONAL ' S ORIGINAL PATENT CLAIM WAS SUBSEQUENTLY REPLACED BY ' RIG FOR
A SAILBOARD ' AND THAT THE SENTENCE IN THE ORIGINAL PATENT CLAIM INDICATING
THAT THE INVENTION INCLUDED THE SAILBOARD WAS DELETED , IT IS NOT POSSIBLE TO
MAINTAIN , AS THE APPLICANT DOES , THAT THE CHANGES
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MADE TO THE CLAIM IN THE COURSE OF THE PATENT GRANT PROCEDURE WERE PURELY
VERBAL AND IN NO WAY INTENDED TO LIMIT THE SCOPE OF THE PATENT. EVEN ASSUMING
THAT THE GERMAN PATENT OFFICE DID NOT CLEARLY INDICATE ITS REASONS FOR
REJECTING THE ORIGINAL PATENT CLAIM AND PROPOSING A NEW WORDING , THE FACT
REMAINS THAT WINDSURFING INTERNATIONAL EXPRESSLY ACCEPTED THE AMENDED CLAIM.
IN ANY EVENT A LETTER FROM THE GERMAN PATENT OFFICE DATED 21 JANUARY 1974
MAKES IT CLEAR THAT IF WINDSURFING INTERNATIONAL HAD NOT ACCEPTED THE
PROPOSED AMENDMENTS , THE CLAIM WOULD HAVE HAD TO BE REJECTED.

33 NOR DOES IT SEEM POSSIBLE TO DRAW A DIFFERENT CONCLUSION FROM THE DECISIONS
WHICH HAVE THUS FAR BEEN DELIVERED BY VARIOUS GERMAN COURTS AND AUTHORITIES
IN PROCEEDINGS REQUIRING A DETERMINATION OF THE SCOPE OF THE PATENT. BY A
JUDGMENT OF 9 AUGUST 1979 , THE LANDGERICHT (REGIONAL COURT ) MUNICH HELD THAT
AN UNLICENSED MANUFACTURER WAS ENTITLED TO PURCHASE RIGS SUBJECT TO THE
LICENCE AND MOUNT THEM ON HIS BOARDS , WHICH IMPLIES THAT THE PATENT WAS NOT
UNDERSTOOD TO COVER THE ENTIRE SAILBOARD. BY A DECISION OF 28 NOVEMBER 1979 ,
THE BUNDESPATENTGERICHT (FEDERAL PATENTS COURT ) DISMISSED A NUMBER OF
OPPOSITION PROCEEDINGS BASED ON THE EXISTING STATE OF TECHNICAL KNOWLEDGE BUT
SUBSTITUTED FOR THE PRINCIPAL CLAIM A SECONDARY CLAIM ALSO REFERRING TO A RIG
FOR A SAILBOARD. THE DECISION OF THE BUNDESKARTELLAMT (FEDERAL RESTRICTIVE
TRADE PRACTICES AUTHORITY ) OF 30 SEPTEMBER 1981 , RELATING TO THE COMPATIBILITY
OF WINDSURFING INTERNATIONAL ' S LICENSING AGREEMENTS WITH GERMAN COMPETITION
LAW , IS ALSO BASED ON THE FINDING , FOR WHICH IT GIVES DETAILED REASONS , THAT
THE PATENT GRANTED TO WINDSURFING INTERNATIONAL COVERS ONLY THE RIG AND NOT
A COMPLETE SAILBOARD. ON 10 DECEMBER 1981 , THE BUNDESGERICHTSHOF (FEDERAL
COURT OF JUSTICE ), ON AN APPEAL RELATING TO AN ACTION FOR PATENT INFRINGEMENT
BROUGHT BY WINDSURFING INTERNATIONAL AGAINST A MANUFACTURER OF SAILS
SPECIFICALLY DESIGNED FOR SAILBOARD RIGS , REFERRED TO THE FREELY AND
UNIVERSALLY ROTATABLE AND PIVOTABLE MAST , THE SAIL AND THE SPLIT BOOM
(WISH-BONE ) AS BEING PARTS OF THE PATENTED COMBINATION. FINALLY , IN THE TEST
CASE BROUGHT BY WINDSURFING INTERNATIONAL , THE COURTS AT FIRST AND SECOND
INSTANCE REJECTED THE APPLICANT ' S SUBMISSIONS ON THE SCOPE OF THE GERMAN
PATENT .

34 IT MUST THEREFORE BE CONCLUDED THAT THE COMMISSION WAS RIGHT IN TAKING THE
VIEW THAT IN THE PERIOD DURING WHICH IT BEGAN ITS INVESTIGATION INTO
WINDSURFING INTERNATIONAL AND ADOPTED THE CONTESTED DECISION , THERE WAS
NOTHING IN THE WORDING OF THE PATENT OR THE INTERPRETATIONS GIVEN TO IT BY
GERMAN AUTHORITIES AND COURTS TO JUSTIFY THE CONTENTION THAT THE PATENT
COVERED A COMPLETE SAILBOARD. THERE HAS NOT BEEN ANY CHANGE IN THE POSITION
SINCE THEN.

35 NOR CAN IT BE ACCEPTED THAT , AS WINDSURFING INTERNATIONAL ARGUES , THE
COMPONENTS OF THE SAILBOARD OTHER THAN THE RIG ARE AUTOMATICALLY COVERED BY
THE PATENT INASMUCH AS THEY CONSTITUTE COMPONENTS WHICH ARE INDISPENSABLE
FOR THE WORKING OF THE INVENTION. AS IS SHOWN BY THE DECISIONS OF GERMAN
COURTS CITED BY THE APPLICANT , ONLY THE COMPONENTS COMPRISED WITHIN THE
INVENTIVE STEP ARE PROTECTED , WHEREAS IN THIS CASE THE BOARD HAS NEVER BEEN
FOUND TO SHOW ANY INVENTIVE FEATURE IN COMPARISON WITH THE PREVIOUS STATE OF
THE ART.

36 THE CLAUSES CONTAINED IN THE LICENSING AGREEMENTS , IN SO FAR AS THEY
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RELATE TO PARTS OF THE SAILBOARD NOT COVERED BY THE GERMAN PATENT OR INCLUDE
THE COMPLETE SAILBOARD WITHIN THEIR TERMS OF REFERENCE , CAN THEREFORE FIND NO
JUSTIFICATION ON GROUNDS OF THE PROTECTION OF AN INDUSTRIAL PROPERTY RIGHT.

IV - APPRAISAL OF THE LICENSING AGREEMENTS IN THE LIGHT OF ARTICLE 85 (1 ) OF THE
EEC TREATY

A - RESTRICTION OF COMPETITION

37 IT IS THEREFORE NECESSARY TO EXAMINE WHETHER THE CLAUSES REFERRED TO IN THE
CONTESTED DECISION WERE COMPATIBLE WITH ARTICLE 85 (1 ) OF THE TREATY . FOR THAT
PURPOSE IT MUST FIRST BE DETERMINED WHETHER THOSE CLAUSES HAD AS THEIR OBJECT
OR EFFECT THE PREVENTION , RESTRICTION OR DISTORTION OF COMPETITION WITHIN THE
COMMON MARKET.

38 THE FIRST OF THE CLAUSES AT ISSUE , AS DESCRIBED BY THE COMMISSION , IMPOSED ON
LICENSEES THE OBLIGATION TO EXPLOIT THE INVENTION ONLY FOR THE PURPOSE OF
MOUNTING THE PATENTED RIG ON CERTAIN TYPES OF BOARD SPECIFIED IN THE AGREEMENT
, AND THE OBLIGATION TO SUBMIT FOR THE LICENSOR ' S APPROVAL , PRIOR TO THEIR
BEING PLACED ON THE MARKET , ANY NEW BOARD TYPES ON WHICH THE LICENSEES
INTENDED TO USE THE RIGS.

39 WINDSURFING INTERNATIONAL ARGUES FIRST THAT IT IS NOT THE CASE THAT THE
LICENSING AGREEMENTS DEFINED THE PRODUCT AS A COMPLETE SAILBOARD CONSISTING
OF THE RIG AND ' A PRECISELY-DEFINED TYPE OF BOARD MANUFACTURED BY THE LICENSEE
' WHICH WAS THEREFORE SUBJECT TO APPROVAL BY THE LICENSOR BECAUSE UNDER THE
TERMS OF THE AGREEMENTS ANY MODIFICATION TO THE PRODUCT ALSO REQUIRED
APPROVAL.

40 HOWEVER , IT IS CLEAR FROM THEIR WORDING THAT THE AGREEMENTS DEFINED THE
LICENSED PRODUCT AS A COMPLETE SAILBOARD WITH CLEARLY SPECIFIED
CHARACTERISTICS AS SHOWN IN THE ANNEXES. IT FOLLOWS THAT UNDER THE TERMS OF
THOSE AGREEMENTS ANY MODIFICATION TO A BOARD WAS SUBJECT TO THE LICENSOR ' S
APPROVAL. THE SOLE EXCEPTION IS THE AGREEMENT BETWEEN TEN CATE AND SHARK ,
PARAGRAPH 2 OF WHICH PROVIDED EXPRESSLY THAT THE LICENCE RELATED TO A ' RIG FOR
A SAILBOARD ' WHICH MIGHT BE MANUFACTURED AND SOLD ONLY AS PART OF A
SAILBOARD ASSEMBLED FROM SEVERAL COMPONENTS. IT DID NOT , HOWEVER , MENTION
THE BOARD. THAT SITUATION IS NOT IN ANY WAY AFFECTED BY THE FACT THAT AFTER
TAKING OVER THAT AGREEMENT WINDSURFING INTERNATIONAL EXPRESSED ITS READINESS
TO GRANT A SIMILAR LICENCE FOR A NON-COMPOSITE SAILBOARD ; HENCE , CONTRARY TO
WHAT IS STATED IN THE DECISION , THE AGREEMENT WITH SHARK CANNOT BE INCLUDED
WITH THOSE WHICH LAID DOWN AN OBLIGATION TO OBTAIN THE LICENSOR ' S APPROVAL
FOR THE BOARD.

41 WINDSURFING INTERNATIONAL THEN ARGUES THAT EVEN IF THE LICENSOR ' S APPROVAL
WAS ALSO REQUIRED FOR THE BOARDS , THE PURPOSE OF THE REQUIREMENT WAS NOT TO
RESTRICT THE TYPES OF SAILBOARDS WHICH COULD BE MANUFACTURED BY THE LICENSEES
BUT SOLELY TO ENSURE THAT THE BOARDS WERE NOT OF INFERIOR QUALITY AND DID NOT
INFRINGE THE RIGHTS OF OTHER LICENSEES . THERE WERE NO RESTRICTIONS WITHIN THE
SAME TECHNICAL FIELD OF APPLICATION OTHER THAN THE TWO MENTIONED ABOVE ,
WHICH WERE IN ANY EVENT COVERED BY THE SPECIFIC SUBJECT-MATTER OF THE LICENSED
PATENT RIGHTS .
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42 IN REPLY THE COMMISSION CONTENDS THAT THE FACT THAT AN UNDERTAKING WHICH
HAS GRANTED LICENCES TO OTHER UNDERTAKINGS IS THE PROPRIETOR OF AN INDUSTRIAL
PROPERTY RIGHT DOES NOT ENTITLE IT TO CONTROL THE MARKET IN THE PRODUCTS
UNDER LICENCE. RESTRICTIONS ON THE FIELD OF USE OF THE PRODUCTS MAY BE
ACCEPTABLE BUT ONLY IF THEY RELATE TO DIFFERENT PRODUCTS BELONGING TO
DIFFERENT MARKETS. THE DESIGN AND QUALITY OF A PRODUCT ARE THE SOLE CONCERN
OF THE LICENSEE.

43 ACCORDING TO THE COMMISSION , STANDARDS OF QUALITY AND SAFETY MAY FALL
OUTSIDE THE SCOPE OF ARTICLE 85 (1 ) ONLY IF THEY RELATE TO A PRODUCT ACTUALLY
COVERED BY THE PATENT , IF THEY ARE INTENDED TO ENSURE NO MORE THAN THAT THE
TECHNICAL INSTRUCTIONS AS DESCRIBED IN THE PATENT ARE IN FACT CARRIED OUT AND
IF THEY ARE AGREED UPON IN ADVANCE AND ON THE BASIS OF OBJECTIVELY VERIFIABLE
CRITERIA.

44 AS REGARDS WINDSURFING INTERNATIONAL ' S ASSERTION THAT APPROVALS ARE
NECESSARY IN ORDER TO PREVENT SLAVISH IMITATION , THE COMMISSION REMARKS FIRST
OF ALL THAT PROTECTION AGAINST SLAVISH IMITATION DOES NOT FORM PART OF THE
SPECIFIC SUBJECT-MATTER OF ANY INDUSTRIAL PROPERTY RIGHT BUT IS A FORM OF
PROTECTION DEVELOPED BY THE COURTS IN MANY COUNTRIES AGAINST THE PASSING OFF
OF PRODUCTS BY COMPETITORS. IF THE LICENSOR HIMSELF , BY MEANS OF AN
APPROPRIATE CLAUSE IN AN AGREEMENT , SETS HIMSELF UP AS THE SOLE ARBITER , IN
PLACE OF THE COURTS , OF ANY DOUBTFUL CASES THAT MAY ARISE , THERE IS A DANGER
THAT HE WILL USE THAT DISCRETION SOLELY IN HIS OWN FAVOUR AND THUS RESTRICT HIS
LICENSEES IN THEIR COMPETITIVE FREEDOM IN AREAS WHICH DO NOT COME WITHIN THE
SCOPE OF UNFAIR COMPETITION.

45 IT IS NECESSARY TO DETERMINE WHETHER QUALITY CONTROLS ON THE SAILBOARDS
ARE COVERED BY THE SPECIFIC SUBJECT-MATTER OF THE PATENT. AS THE COMMISSION
RIGHTLY POINTS OUT , SUCH CONTROLS DO NOT COME WITHIN THE SPECIFIC
SUBJECT-MATTER OF THE PATENT UNLESS THEY RELATE TO A PRODUCT COVERED BY THE
PATENT SINCE THEIR SOLE JUSTIFICATION IS THAT THEY ENSURE ' THAT THE TECHNICAL
INSTRUCTIONS AS DESCRIBED IN THE PATENT AND USED BY THE LICENSEE MAY BE
CARRIED INTO EFFECT '. IN THIS CASE , HOWEVER , IT HAS BEEN ESTABLISHED THAT IT MAY
REASONABLY BE CONSIDERED THAT THE GERMAN PATENT DOES NOT COVER THE BOARD.

46 HOWEVER , EVEN ON THE ASSUMPTION THAT THE GERMAN PATENT COVERS THE
COMPLETE SAILBOARD , AND THEREFORE INCLUDES THE BOARD , IT CANNOT BE ACCEPTED
WITHOUT MORE THAT CONTROLS SUCH AS THOSE PROVIDED FOR IN THE LICENSING
AGREEMENTS WERE COMPATIBLE WITH ARTICLE 85. SUCH CONTROLS MUST BE EFFECTED
ACCORDING TO QUALITY AND SAFETY CRITERIA AGREED UPON IN ADVANCE AND ON THE
BASIS OF OBJECTIVELY VERIFIABLE CRITERIA . IF IT WERE OTHERWISE , THE
DISCRETIONARY NATURE OF THOSE CONTROLS WOULD IN EFFECT ENABLE A LICENSOR TO
IMPOSE HIS OWN SELECTION OF MODELS UPON THE LICENSEES , WHICH WOULD BE
CONTRARY TO ARTICLE 85.

47 WINDSURFING INTERNATIONAL HAS BEEN UNABLE TO SHOW THAT THERE WERE ANY
OBJECTIVE CRITERIA LAID DOWN IN ADVANCE BECAUSE NO INDICATION OF THE TECHNICAL
VERIFICATIONS TO BE CARRIED OUT IS CONTAINED IN THE AGREEMENTS .

48 THAT CONCLUSION IS ONLY CONFIRMED BY THE APPLICANT ' S STATEMENT THAT IT
UNDERTOOK NOT TO REFUSE ITS APPROVAL UNREASONABLY AND BY THE FACT THAT
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IT HAS VIRTUALLY NEVER REFUSED ITS APPROVAL. IT WOULD HAVE BEEN UNNECESSARY
FOR WINDSURFING INTERNATIONAL TO PROMISE NOT TO REFUSE ITS APPROVAL
UNREASONABLY IF THE POSSIBILITY OF REFUSAL HAD RELATED NOT TO ITS OWN
DISCRETIONARY JUDGMENT BUT TO COMPLIANCE WITH WELL-DEFINED QUALITY
STANDARDS NECESSARY IN ORDER TO ENSURE THAT THE TECHNICAL INSTRUCTIONS HAD
BEEN CARRIED INTO EFFECT.

49 IT MUST THEREFORE BE HELD THAT WINDSURFING INTERNATIONAL ' S REAL INTEREST
LAY IN ENSURING THAT THERE WAS SUFFICIENT PRODUCT DIFFERENTIATION BETWEEN ITS
LICENSEES ' SAILBOARDS TO COVER THE WIDEST POSSIBLE SPECTRUM OF MARKET
DEMAND.

50 IN SO FAR AS WINDSURFING INTERNATIONAL ALSO SEEKS TO JUSTIFY ITS CONTROLS BY
RELYING ON THE ALLEGED LIABILITY OF A LICENSOR UNDER CALIFORNIAN LAW FOR
ACCIDENTS CAUSED BY THE POOR QUALITY OF A LICENSED PRODUCT , IT MUST BE POINTED
OUT THAT EVEN IF SUCH LIABILITY DOES EXIST IT DOES NOT AFFECT THE QUESTION OF
THE COMPATIBILITY OF SUCH CONTROLS WITH COMMUNITY LAW.

51 AS REGARDS THE JUSTIFICATION WHICH WINDSURFING INTERNATIONAL SEEKS TO DERIVE
FROM THE NEED TO PREVENT PASSING-OFF , IT MUST FIRST OF ALL BE POINTED OUT THAT
THE BOARDS CANNOT BE REGARDED AS FALLING WITHIN THE SCOPE OF THE PATENT AND
THAT , IN VIEW OF THAT FACT ALONE , THE PATENTEE HAD NO REASON TO INTERVENE IN
DISPUTES BETWEEN THE LICENSEES OVER THE BOARDS WHICH THEY COULD MARKET.

52 THE PROTECTION AFFORDED BY THE PATENT MAY ONLY BE CLAIMED IN THE CASE OF
COPIES OF PRODUCTS MANUFACTURED BY THE LICENSOR HIMSELF. IN SO FAR AS THE
CLAUSE AT ISSUE ENABLED WINDSURFING INTERNATIONAL TO DETECT AND PREVENT THE
SLAVISH IMITATION OF BOARDS BY LICENSEES , THERE CAN BE NO DOUBT THAT THE
CLAUSE CONSTITUTED A RESTRICTION ON THE FREEDOM OF COMPETITION. IT SUBSTITUTED
WINDSURFING INTERNATIONAL ' S DISCRETION FOR THE DECISIONS OF NATIONAL COURTS ,
WHICH WERE THE PROPER FORUM FOR ACTIONS BY LICENSEES WHO WISHED TO OBTAIN A
FINDING THAT SLAVISH IMITATION HAD TAKEN PLACE.

53 HAVING REGARD TO THE FOREGOING CONSIDERATIONS , IT MUST THEREFORE BE HELD
THAT THE CLAUSE REFERRED TO IN SUBPARAGRAPH (1 ) OF PARAGRAPH (1 ) OF ARTICLE 1
OF THE CONTESTED DECISION GAVE RISE TO A RESTRICTION ON COMPETITION WITHIN THE
MEANING OF ARTICLE 85 (1 ).

54 THE SECOND OF THE CLAUSES AT ISSUE RELATES TO THE OBLIGATION ON THE
LICENSEES TO SELL THE COMPONENTS COVERED BY THE GERMAN PATENT , AND
THEREFORE IN PARTICULAR THE RIGS , ONLY IN CONJUNCTION WITH THE BOARDS
APPROVED BY THE LICENSOR , OR IN OTHER WORDS AS COMPLETE SAILBOARDS .

55 WINDSURFING INTERNATIONAL TAKES THE VIEW THAT IN ANY EVENT A CONTRACTUAL
PROVISION PROHIBITING THE SALE OF RIGS TO UNLICENSED MANUFACTURERS WAS
ENTIRELY JUSTIFIED IN VIEW OF THE FACT THAT SUCH SALES WOULD HAVE ENABLED
UNLICENSED MANUFACTURERS TO COMBINE THE RIGS WITH THEIR BOARDS , WHICH WOULD
HAVE CONSTITUTED PATENT INFRINGEMENT. IT FURTHER ARGUES THAT SUCH A
RESTRICTION IS COVERED BY THE SPECIFIC SUBJECT-MATTER OF THE GERMAN PATENT.

56 THE COMMISSION OBSERVES THAT THE RISK OF A PATENT INFRINGEMENT BY THIRD
PARTIES CAN IN NO WAY JUSTIFY THE PROHIBITION ON THE SALE OF RIGS , WHICH
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CANNOT IN ITSELF CONSTITUTE A PATENT INFRINGEMENT , PARTICULARLY IN VIEW OF THE
FACT THAT THE RISK OF PATENT INFRINGEMENTS IS BY NO MEANS PRECLUDED WHERE
LICENSEES SELL COMPLETE SAILBOARDS.

57 IN THAT REGARD IT MUST BE BORNE IN MIND THAT , AS HAS ALREADY BEEN SEEN IN
THE DISCUSSION OF THE SCOPE OF THE GERMAN PATENT , THE PATENT MUST BE REGARDED
AS CONFINED TO THE RIG. THAT BEING THE CASE , IT CANNOT BE ACCEPTED THAT THE
OBLIGATION ARBITRARILY PLACED ON THE LICENSEE ONLY TO SELL THE PATENTED
PRODUCT IN CONJUNCTION WITH A PRODUCT OUTSIDE THE SCOPE OF THE PATENT IS
INDISPENSABLE TO THE EXPLOITATION OF THE PATENT.

58 FINALLY , WINDSURFING INTERNATIONAL ' S ARGUMENT THAT THE PROHIBITION ON THE
SEPARATE SALE OF RIGS COULD NOT HAVE ANY EFFECT ON COMPETITION BECAUSE IT WAS
IN ANY EVENT IN THE LICENSEES ' INTEREST TO REFUSE SUCH SALES CANNOT BE
ACCEPTED SINCE , ON THE ONE HAND , IT HAS BEEN SHOWN THAT CERTAIN LICENSEES
WERE ALREADY SELLING SEPARATE COMPONENTS , AND , ON THE OTHER , EVEN IF AT ONE
TIME LICENSEES GENERALLY SHOWED NO INTEREST IN SEPARATE SALES , THE SITUATION
MIGHT ALTER SUBSEQUENTLY.

59 ON THE BASIS OF THE CONSIDERATIONS SET OUT ABOVE , THE CLAUSE REFERRED TO IN
SUBPARAGRAPH (2 ) OF PARAGRAPH (1 ) OF ARTICLE 1 OF THE DECISION MUST THEREFORE
BE HELD ALSO TO BE OF SUCH A NATURE AS TO RESTRICT COMPETITION.

60 THE THIRD DISPUTED CLAUSE RELATES TO THE OBLIGATION ON THE LICENSEES TO PAY
ROYALTIES ON SALES OF COMPONENTS CALCULATED ON THE BASIS OF THE NET SELLING
PRICE OF THE PRODUCT.

61 WINDSURFING INTERNATIONAL MAINTAINS THAT THAT CLAUSE CANNOT BE INTERPRETED
AS MEANING THAT THE ROYALTY ON SALES OF COMPONENTS WAS TO BE CALCULATED ON
THE BASIS OF THE NET SELLING PRICE OF THE COMPLETE SAILBOARD . IN FACT THE
DEFINITION OF THE PRODUCT IN THE AGREEMENTS IN QUESTION ALSO COVERS
COMPONENTS.

62 THE COMMISSION NOTES THAT THE DEFINITION OF THE PRODUCT CONTAINED IN THE
AGREEMENTS DOES NOT TREAT THE RIG AS AN ITEM FOR SEPARATE SALE AND THAT THERE
WAS THEREFORE NO MEANS OF CALCULATING A DIFFERENT ROYALTY FOR SALES OF RIGS.
AS REGARDS THE OBLIGATION TO PAY A ROYALTY ON BOARDS , NAMELY A PRODUCT NOT
PROTECTED BY THE PATENT , THE COMMISSION STATES THAT SUCH AN OBLIGATION
CANNOT BE JUSTIFIED BY REFERENCE TO THE ADVANTAGE WHICH LICENSEES DERIVED
FROM THE RIG. THE FINANCIAL BURDEN IMPOSED ON THE BOARDS ADVERSELY AFFECTED
THE LICENSEES ' COMPETITIVENESS AND INDUCED THEM TO SEEK TO OFFSET THAT
DISADVANTAGE BY REFUSING TO SELL RIGS TO THEIR UNLICENSED COMPETITORS IN ORDER
TO REDUCE THEIR SALES.

63 IN THIS INSTANCE IT IS FIRST OF ALL NECESSARY TO ASCERTAIN WHETHER THE
DEFINITION OF THE PRODUCT CONTAINED IN THE LICENSING AGREEMENTS ALSO COVERED
COMPONENTS. IT MUST BE STATED THAT THAT WAS SO IN THE CASE OF WINDSURFING
INTERNATIONAL ' S AGREEMENTS WITH SAN , KLEPPER AND MARKER , WHILE ITS
AGREEMENT WITH SHARK PROVIDED EXPRESSLY THAT THE LICENSEE UNDERTOOK TO PAY
THE ROYALTY ON THE NET SELLING PRICE OF A SAILBOARD EQUIPPED WITH THE PATENTED
RIG , AND THE AGREEMENT WITH AKUTEC DOES NOT REFER TO COMPONENTS. AS REGARDS
THE AGREEMENT WITH OSTERMANN , IT SHOULD BE NOTED THAT THE EARLIER AGREEMENT
BETWEEN TEN CATE AND OSTERMANN EXPRESSLY PROVIDED FOR
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A ROYALTY ON COMPONENTS BASED ON THE EX-FACTORY PRICE BUT THAT WHEN THE
AGREEMENT WAS TAKEN OVER BY WINDSURFING INTERNATIONAL THE PARTIES AGREED TO
LAY DOWN A SINGLE RATE OF ROYALTY PAYABLE ON THE PRODUCT.

64 IN SO FAR AS WINDSURFING INTERNATIONAL ' S AGREEMENTS WITH SAN , KLEPPER AND
MARKER ALSO INCLUDED COMPONENTS IN THE DEFINITION OF THE PRODUCT , IT MUST BE
CONCLUDED THAT THE CONTESTED DECISION IS INCORRECT IN STATING THAT THE
AGREEMENTS CONTAINED A CLAUSE REQUIRING THE LICENSEES TO PAY ROYALTIES ON
COMPONENTS ON THE BASIS OF THE PRICE OF A COMPLETE SAILBOARD. THE SAME
CONSIDERATIONS APPLY WITH STILL GREATER FORCE TO THE AGREEMENT BETWEEN TEN
CATE AND OSTERMANN AS WORDED BEFORE IT WAS TAKEN OVER BY WINDSURFING
INTERNATIONAL , WHICH DISTINGUISHED EXPRESSLY BETWEEN THE ROYALTIES PAYABLE
ON THE PRODUCT AND THOSE PAYABLE ON COMPONENTS.

65 AS FOR THE AGREEMENTS PROVIDING THAT THE ROYALTY MUST BE CALCULATED AT
LEAST ON THE BASIS OF THE PRICE OF THE COMPLETE SAILBOARD , IT MUST FIRST OF ALL
BE NOTED THAT THIS IS NOT ONE OF THE CASES WHICH , ACCORDING TO THE COMMISSION ,
JUSTIFY SUCH A METHOD OF CALCULATION , NAMELY WHERE ' THE NUMBER OF ITEMS
MANUFACTURED OR CONSUMED OR THEIR VALUE ARE DIFFICULT TO ESTABLISH
SEPARATELY IN A COMPLEX PRODUCTION PROCESS , OR... THERE IS FOR THE PATENTED
ITEM ON ITS OWN NO SEPARATE DEMAND WHICH THE LICENSEE WOULD BE PREVENTED
FROM SATISFYING THROUGH SUCH A METHOD OF CALCULATION '. THE RIG IS NOT
INCORPORATED IN THE BOARD AND , AS WAS SEEN EARLIER , THERE WAS A SEPARATE
DEMAND FOR RIGS. THOSE CONSIDERATIONS ALSO APPLY TO THE BOARD , WHOSE VALUE IS
IN ANY EVENT MUCH HIGHER THAN THAT OF THE RIG.

66 NEVERTHELESS IT MUST ALSO BE POINTED OUT THAT THE ROYALTY LEVIED ON THE
SALE OF RIGS ON THE BASIS OF THAT CALCULATION PROVES NOT TO HAVE BEEN HIGHER
THAN THAT LAID DOWN FOR THE SALE OF SEPARATE RIGS IN THE NEW AGREEMENTS ,
SINCE THE LICENSEES ACKNOWLEDGED THAT IT WOULD BE EQUITABLE TO ACCEPT A
HIGHER RATE OF ROYALTY ONCE THE LICENSOR ' S REMUNERATION WAS TO BE
CALCULATED ON THE PRICE OF THE RIG ALONE. IT FOLLOWS THAT THAT METHOD OF
CALCULATION DID NOT HAVE AS ITS OBJECT OR EFFECT A RESTRICTION OF COMPETITION IN
THE SALE OF SEPARATE RIGS.

67 IN THE LIGHT OF THOSE CONSIDERATIONS , IT MUST BE HELD THAT THE METHOD OF
CALCULATING THE ROYALTIES BASED ON THE NET SELLING PRICE OF A COMPLETE
SAILBOARD WAS OF SUCH A NATURE AS TO RESTRICT COMPETITION WITH REGARD TO THE
SEPARATE SALE OF BOARDS , WHICH WERE NOT COVERED BY THE GERMAN PATENT , BUT
NOT THE SALE OF RIGS.

68 THE FOURTH OF THE CLAUSES AT ISSUE RELATES TO THE OBLIGATION ON THE
LICENSEES TO AFFIX TO BOARDS MANUFACTURED AND MARKETED IN GERMANY A NOTICE
STATING ' LICENSED BY HOYLE SCHWEITZER ' OR ' LICENSED BY WINDSURFING
INTERNATIONAL '.

69 WINDSURFING INTERNATIONAL CONSIDERS THAT SUCH A CLAUSE IS NOT OF SUCH A
NATURE AS TO DISTORT COMPETITION BECAUSE NO CONSUMER COULD INFER FROM SUCH A
NOTICE THAT THE BOARD WAS MANUFACTURED WITH WINDSURFING INTERNATIONAL ' S
KNOW-HOW BUT ONLY THAT WINDSURFING INTERNATIONAL HAD ISSUED A LICENCE TO
SELL A COMPLETE SAILBOARD. IN ANY EVENT THERE WAS NOTHING TO PREVENT LICENSEES
FROM REPRESENTING THEMSELVES AS TECHNICALLY INDEPENDENT.
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70 THE COMMISSION , FOR ITS PART , MAINTAINS THAT ONLY THE COMPONENTS COVERED
BY THE PATENT CONSTITUTE PLACES IN WHICH SUCH A NOTICE MAY BE LEGITIMATELY
AFFIXED , WHILE A NOTICE AFFIXED TO THE BOARD CREATES THE FALSE IMPRESSION THAT
THE COMPLETE SAILBOARD IS THE SUBJECT OF THE PATENT. THE LICENSEES WERE
THEREFORE RESTRICTED IN REPRESENTING THEMSELVES AS TECHNICALLY INDEPENDENT IN
REGARD TO THE BOARD AND IN CONSOLIDATING THEIR REPUTATION , AND THIS AFFECTED
THEIR POSITION IN THE MARKET.

71 SO FAR AS THAT CLAUSE IS CONCERNED , IT SHOULD BE OBSERVED THAT ,
NOTWITHSTANDING WHAT IS STATED IN THE DECISION , THERE WAS NO SUCH CLAUSE IN
THE AGREEMENTS WITH OSTERMANN AND SHARK.

72 IT SHOULD THEN BE NOTED THAT SUCH A CLAUSE MAY BE COVERED BY THE SPECIFIC
SUBJECT-MATTER OF THE PATENT PROVIDED THAT THE NOTICE IS PLACED ONLY ON
COMPONENTS PROTECTED BY THE PATENT. SHOULD THIS NOT BE THE CASE , THE QUESTION
ARISES WHETHER THE CLAUSE HAS AS ITS OBJECT OR EFFECT THE PREVENTION ,
RESTRICTION OR DISTORTION OF COMPETITION.

73 DESPITE WINDSURFING INTERNATIONAL ' S CONTENTION THAT IT WAS NOT THE OBJECT
OF THE CLAUSE TO DISTORT COMPETITION BUT MERELY TO CONVEY THE INFORMATION ,
BY MEANS OF A NOTICE AFFIXED IN A PLACE WHERE IT WAS EASILY VISIBLE , THAT THE
PRODUCTION AND SALE OF SAILBOARDS WERE MADE POSSIBLE BY A LICENCE FROM
WINDSURFING INTERNATIONAL , IT IS NONE THE LESS TRUE THAT BY REQUIRING SUCH A
NOTICE WINDSURFING INTERNATIONAL ENCOURAGED UNCERTAINTY AS TO WHETHER OR
NOT THE BOARD TOO WAS COVERED BY THE PATENT AND THEREBY DIMINISHED THE
CONSUMER ' S CONFIDENCE IN THE LICENSEES SO AS TO GAIN A COMPETITIVE ADVANTAGE
FOR ITSELF.

74 IN THE LIGHT OF THE FOREGOING , IT MUST THEREFORE BE HELD THAT THE CLAUSE
REFERRED TO IN SUBPARAGRAPH (4 ) OF PARAGRAPH (1 ) OF ARTICLE 1 OF THE CONTESTED
DECISION WAS INCOMPATIBLE WITH ARTICLE 85 (1 ).

75 THE FIFTH DISPUTED CLAUSE RELATES TO THE OBLIGATION ON THE LICENSEES TO
ACKNOWLEDGE THE WORD MARKS ' WINDSURFER ' AND ' WINDSURFING ' AS WELL AS A
DESIGN MARK OR ' LOGO ' AS VALID TRADE-MARKS .

76 WINDSURFING INTERNATIONAL MAINTAINS THAT AT THE TIME WHEN THE LICENSING
AGREEMENTS WERE CONCLUDED REGISTERED TRADE-MARKS AND GENERIC NAMES FOR THE
SPORT AND THE PRODUCT ALREADY EXISTED IN MOST COUNTRIES . IT WAS PERFECTLY
OPEN TO THE LICENSOR TO REQUEST THE LICENSEES TO USE THOSE GENERIC NAMES AND
NOT ITS OWN TRADE-MARKS , WHICH PATENT INFRINGERS , ON THE OTHER HAND , TRIED
TO USE GENERICALLY. HOWEVER , NOTHING IN THE AGREEMENTS PRECLUDED THE
LICENSEES FROM REQUESTING THE COURTS TO DECLARE THE TRADE-MARKS INVALID.

77 THE COMMISSION COMMENTS THAT THE NO-CHALLENGE CLAUSE IS DIFFERENT FROM THE
CLAUSE PROHIBITING THE USE OF THE APPLICANT ' S TRADE-MARK. THE
ACKNOWLEDGMENT OF A TRADE-MARK ' S VALIDITY LOGICALLY IMPLIES THAT NO
ATTEMPT WILL BE MADE TO ESTABLISH ITS INVALIDITY , AND THIS IS CONTRARY TO
ARTICLE 85. FURTHERMORE , AN UNDERTAKING TO THAT EFFECT IS FOREIGN TO THE
LICENSING AGREEMENT AS A WHOLE.

78 AS THE COMMISSION HAS NOT CHALLENGED THE BAN ON THE USE OF THE TRADE-MARKS
BELONGING TO WINDSURFING INTERNATIONAL AND TEN CATE AS GENERIC DESIGNATIONS ,
THE CLAUSES IN THE AGREEMENTS WITH SHARK AND OSTERMANN SHOULD NOT BE
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REGARDED AS NUMBERING AMONG THE DISPUTED CLAUSES BECAUSE , APART FROM THE
BAN ON THEIR USE , THEY DO NOT REQUIRE THAT THE TRADE-MARKS ' VALIDITY SHOULD
NOT BE CHALLENGED.

79 WINDSURFING INTERNATIONAL CONTENDS THAT THE REQUIREMENT AT ISSUE WAS
SOLELY INTENDED TO ENSURE THAT THE TRADE-MARKS WOULD BE ACKNOWLEDGED AS
LONG AS THEY HAD NOT BEEN DECLARED INVALID IN ORDER TO PREVENT THEM FROM
BECOMING GENERIC DESIGNATIONS. THAT CONTENTION CANNOT BE ACCEPTED IN VIEW OF
THE FACT THAT , DURING A MEETING WITH REPRESENTATIVES OF THE COMMISSION IN
JANUARY 1981 , THE APPLICANT ' S REPRESENTATIVE HIMSELF RECOGNIZED THAT THE
CLAUSE CONTAINED IN ARTICLE 12 OF THE AGREEMENT WITH SAN (WHICH , IT MAY BE
ADDED , IS IDENTICAL IN CONTENT TO CLAUSES CONTAINED IN THE AGREEMENTS WITH
AKUTEC , KLEPPER AND MARKER ) WAS TO BE REGARDED AS A NO-CHALLENGE CLAUSE IN
TRADE-MARK LAW.

80 IN ANY EVENT , WINDSURFING INTERNATIONAL ' S INTEREST IN HALTING THE PROCESS
WHEREBY ITS TRADE-MARKS WERE BEING TURNED INTO GENERIC DESIGNATIONS OF THE
PRODUCT COULD NOT BE SAFEGUARDED BY MEANS OF A CLAUSE WHICH CLEARLY DID NOT
COME WITHIN THE SPECIFIC SUBJECT-MATTER OF THE PATENT AND WAS IMPOSED ON THE
LICENSEES IN THE AGREEMENTS RELATING TO THE EXPLOITATION OF THE PATENT EVEN
THOUGH THE SUBJECT-MATTER OF THE CLAUSE WAS QUITE DIFFERENT.

81 ON THE BASIS OF THOSE CONSIDERATIONS , IT MUST BE CONCLUDED THAT THE CLAUSE
REQUIRING THE LICENSEES TO ACKNOWLEDGE WINDSURFING INTERNATIONAL ' S
TRADE-MARKS WAS OF SUCH A NATURE AS TO RESTRICT THE LICENSEES '
COMPETITIVENESS AND THEREFORE SATISFIED THE FIRST OF THE CONDITIONS FOR THE
APPLICATION OF ARTICLE 85 (1 ).

82 THE SIXTH CLAUSE AT ISSUE PROVIDES FOR THE OBLIGATION ON THE LICENSEES TO
RESTRICT PRODUCTION OF THE LICENSED PRODUCT TO A SPECIFIC MANUFACTURING PLANT
IN THE FEDERAL REPUBLIC OF GERMANY , TOGETHER WITH WINDSURFING INTERNATIONAL '
S RIGHT TO TERMINATE THE AGREEMENT IMMEDIATELY SHOULD THE LICENSEES CHANGE
THEIR PRODUCTION SITE.

83 WINDSURFING INTERNATIONAL MAINTAINS THAT THAT PROHIBITION WAS COVERED BY
THE SPECIFIC SUBJECT-MATTER OF THE PATENT IN SO FAR AS IT WAS INTENDED TO ENABLE
THE LICENSOR TO MAINTAIN QUALITY CONTROLS IN RESPECT OF PRODUCTION FOR THE
GERMAN MARKET. FURTHERMORE , EVEN IF SUCH A PROHIBITION WAS INCOMPATIBLE WITH
ARTICLE 85 IT DID NOT AFFECT COMPETITION BECAUSE THE MANUFACTURE OF SAILBOARDS
REPRESENTS A CONSIDERABLE INVESTMENT AND IT WAS THEREFORE IMPROBABLE THAT A
SAILBOARD MANUFACTURER WOULD OPERATE IN DIFFERENT COUNTRIES.

84 THE COMMISSION CONTENDS THAT TO SPEAK OF QUALITY CONTROLS IS MISCONCEIVED
WHERE NUMEROUS LICENSEES HAD COMPONENTS OF THE SAILBOARDS IN THEIR RANGE
MANUFACTURED IN THE FEDERAL REPUBLIC OF GERMANY BY SUB-CONTRACTORS OVER
WHOM WINDSURFING INTERNATIONAL HAD NO CONTROL. MOREOVER , WHERE THE
MANUFACTURE OF COMPONENTS IS FARMED OUT TO SUB-CONTRACTORS THE INVESTMENTS
REQUIRED ARE VERY SMALL , AND THIS FACILITATES PRODUCTION ABROAD.

85 WINDSURFING INTERNATIONAL CLEARLY CANNOT RELY ON THE SPECIFIC
SUBJECT-MATTER OF THE PATENT IN ORDER TO GAIN THE PROTECTION AFFORDED BY THE
PATENT IN A COUNTRY WHERE THERE IS NO PATENT PROTECTION. IN SO FAR AS
WINDSURFING INTERNATIONAL PROHIBITED ITS LICENSEES FROM ALSO MANUFACTURING
THE PRODUCT
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IN A COUNTRY WHERE IT HAD NO PATENT PROTECTION AND SO MARKETING THAT PRODUCT
WITHOUT PAYING A ROYALTY , IT LIMITED FREEDOM OF COMPETITION BY MEANS OF A
CLAUSE WHICH HAD NOTHING TO DO WITH THE PATENT.

86 THAT CONCLUSION IS NOT IN ANY WAY AFFECTED BY THE ARGUMENT BASED ON
WINDSURFING INTERNATIONAL ' S NEED TO MAINTAIN QUALITY CONTROLS OVER THE
PRODUCTS OF ITS LICENSEES. IT SHOULD BE POINTED OUT THAT , AS HAS BEEN STATED
EARLIER , QUALITY CONTROLS ARE PERMISSIBLE ONLY WITH REGARD TO THE PATENTED
PRODUCT ITSELF AND ON THE BASIS OF OBJECTIVE CRITERIA LAID DOWN IN ADVANCE ,
AND THAT THOSE CONDITIONS ARE NOT MET HERE. IT SHOULD ALSO BE NOTED THAT A
CHANGE OF PRODUCTION SITE WOULD NOT SEEM TO HAVE ANY GREAT SIGNIFICANCE FOR
THE PURPOSES OF QUALITY CONTROLS IN A SITUATION WHERE , EVEN IN THE FEDERAL
REPUBLIC OF GERMANY , THE MANUFACTURE OF COMPONENTS IS OFTEN FARMED OUT TO
SUB-CONTRACTORS.

87 FINALLY , AS FAR AS THE TRANSFER OF PRODUCTION ABROAD IS CONCERNED , NO
GREAT COSTS ARE INVOLVED , PARTICULARLY WHERE PRODUCTION IS CONTRACTED OUT.

88 IT MUST THEREFORE BE CONCLUDED THAT THE CLAUSES IN THE AGREEMENTS
PROHIBITING WINDSURFING INTERNATIONAL ' S LICENSEES FROM OPTING TO START
PRODUCTION IN A MEMBER STATE OTHER THAN THE FEDERAL REPUBLIC OF GERMANY
SATISFIED , AS FAR AS THEIR EFFECT ON COMPETITION WAS CONCERNED , THE CONDITIONS
LAID DOWN IN ARTICLE 85 (1 ).

89 THE SEVENTH OF THE CLAUSES WHICH THE COMMISSION REGARDS AS INCOMPATIBLE
WITH ARTICLE 85 (1 ) RELATES TO THE OBLIGATION ON THE LICENSEES NOT TO CHALLENGE
THE VALIDITY OF THE LICENSED PATENTS.

90 ON THAT POINT , WINDSURFING INTERNATIONAL ARGUES THAT THE INTEREST OF THE
PUBLIC IN AN ESSENTIALLY FREE SYSTEM OF COMPETITION , AN INTEREST WHICH IN ANY
EVENT WAS PROTECTED BY THE THOROUGH AND EXTENSIVE PATENT APPLICATION
PROCEDURE PROVIDED FOR BY THE GERMAN LEGISLATION , WAS BETTER SERVED BY A
NO-CHALLENGE CLAUSE MAKING IT EASIER TO BE GRANTED A LICENCE BY THE PATENTEE.

91 THE COMMISSION , HOWEVER , TAKES THE VIEW THAT EVEN WHERE A LICENSEE IS ONLY
ABLE TO CHALLENGE A PATENT BECAUSE OF THE INFORMATION WHICH HAS BECOME
AVAILABLE TO HIM AS A RESULT OF HIS PRIVILEGED RELATIONSHIP WITH THE LICENSOR ,
THE PUBLIC INTEREST IN ENSURING AN ESSENTIALLY FREE SYSTEM OF COMPETITION AND
THEREFORE IN THE REMOVAL OF A MONOPOLY PERHAPS WRONGLY GRANTED TO THE
LICENSOR MUST PREVAIL OVER ANY OTHER CONSIDERATION.

92 IT MUST BE STATED THAT SUCH A CLAUSE CLEARLY DOES NOT FALL WITHIN THE
SPECIFIC SUBJECT-MATTER OF THE PATENT , WHICH CANNOT BE INTERPRETED AS ALSO
AFFORDING PROTECTION AGAINST ACTIONS BROUGHT IN ORDER TO CHALLENGE THE
PATENT ' S VALIDITY , IN VIEW OF THE FACT THAT IT IS IN THE PUBLIC INTEREST TO
ELIMINATE ANY OBSTACLE TO ECONOMIC ACTIVITY WHICH MAY ARISE WHERE A PATENT
WAS GRANTED IN ERROR.

93 IT MUST THEREFORE BE HELD THAT THE OBLIGATION REFERRED TO IN PARAGRAPH (3 )
OF ARTICLE 1 OF THE DECISION CONSTITUTES AN UNLAWFUL RESTRICTION ON COMPETITION
BETWEEN MANUFACTURERS.
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94 IN CONCLUDING THE EXAMINATION OF THE QUESTION WHETHER THE CLAUSES AT ISSUE
HAD AS THEIR OBJECT OR EFFECT A RESTRICTION ON COMPETITION WITHIN THE COMMON
MARKET , IT MUST THEREFORE BE HELD THAT THAT QUESTION MUST BE ANSWERED IN THE
AFFIRMATIVE IN THE CASE OF ALL THOSE CLAUSES SAVE THAT MENTIONED IN
SUBPARAGRAPH (3 ) OF PARAGRAPH (1 ) OF ARTICLE 1 OF THE CONTESTED DECISION (THE
OBLIGATION TO PAY ROYALTIES ON COMPONENTS ON THE NET SELLING PRICE OF THE
PRODUCT ), IN SO FAR AS IT APPLIES TO RIGS.

B - OBSTACLE TO INTRA-COMMUNITY TRADE

95 WINDSURFING INTERNATIONAL FURTHER ARGUES THAT EVEN THOUGH CERTAIN CLAUSES
IN THE LICENSING AGREEMENTS MAY HAVE BEEN OF SUCH A NATURE AS TO RESTRICT
COMPETITION , THEY COULD NOT HAVE HAD ANY APPRECIABLE EFFECT ON TRADE
BETWEEN MEMBER STATES.

96 THAT ARGUMENT MUST BE REJECTED. ARTICLE 85 (1 ) OF THE TREATY DOES NOT
REQUIRE THAT EACH INDIVIDUAL CLAUSE IN AN AGREEMENT SHOULD BE CAPABLE OF
AFFECTING INTRA-COMMUNITY TRADE. COMMUNITY LAW ON COMPETITION APPLIES TO
AGREEMENTS BETWEEN UNDERTAKINGS WHICH MAY AFFECT TRADE BETWEEN MEMBER
STATES ; ONLY IF THE AGREEMENT AS A WHOLE IS CAPABLE OF AFFECTING TRADE IS IT
NECESSARY TO EXAMINE WHICH ARE THE CLAUSES OF THE AGREEMENT WHICH HAVE AS
THEIR OBJECT OR EFFECT A RESTRICTION OR DISTORTION OF COMPETITION.

97 IN A CASE SUCH AS THE PRESENT ONE , IN WHICH THERE IS NO DOUBT AS TO THE
SIGNIFICANCE OF THE AGREEMENTS AT ISSUE FOR TRADE BETWEEN MEMBER STATES , IT IS
THEREFORE UNNECESSARY TO EXAMINE WHETHER EACH CLAUSE RESTRICTING
COMPETITION , TAKEN IN ISOLATION , MAY AFFECT INTRA-COMMUNITY TRADE.

V - THE APPLICABILITY OF ARTICLE 85 (3 ) OF THE EEC TREATY

98 WINDSURFING INTERNATIONAL FURTHER SUBMITS THAT THE CLAUSES AT ISSUE WERE IN
ANY EVENT ELIGIBLE FOR AN EXEMPTION UNDER ARTICLE 85 (3 ) BECAUSE , DESPITE THE
RESTRICTIONS WHICH THEY IMPOSED , THEY CAUSED THE GERMAN MARKET TO GROW
MORE THAN ANY OTHER MARKET. THE FACT THAT THE CLAUSES WERE NOT NOTIFIED IS OF
NO SIG NIFICANCE. THEY WERE COVERED BY ARTICLE 4 (2 ) (2 ) (B ) OF REGULATION NO 17 ,
UNDER WHICH NOTIFICATION IS NOT REQUIRED IN THE CASE OF AGREEMENTS BETWEEN
TWO UNDERTAKINGS INTENDED , INTER ALIA , TO IMPOSE RESTRICTIONS ON THE EXERCISE
OF THE RIGHTS OF THE ASSIGNEE OR USER OF INDUSTRIAL PROPERTY RIGHTS .

99 IN REPLY THE COMMISSION CONTENDS THAT THE APPLICANT HAS NOT INDICATED THE
REASONS FOR WHICH IT CONSIDERS THAT THE RESTRICTIONS LAID DOWN RELATED SOLELY
TO THE USE OF THE TECHNIQUES UNDER LICENCE AND HAS MERELY REPEATED THE
GENERAL ARGUMENTS PUT FORWARD AGAINST THE APPLICABILITY OF ARTICLE 85 (1 ). IN
FACT , AT LEAST IN THE CASE OF THE FEDERAL REPUBLIC OF GERMANY , THOSE
RESTRICTIONS WENT BEYOND THE SUBJECT-MATTER COVERED BY THE PATENT AND WERE
THEREFORE NOT EXEMPTED FROM THE REQUIREMENT OF NOTIFICATION. AS FAR AS THE
ADVANTAGES TO BE DERIVED FROM THOSE CLAUSES ARE CONCERNED , THE COMMISSION
STATES THAT IT HAS NOT BEEN SHOWN THAT THE VARIETY , HIGH TECHNICAL LEVEL AND
QUALITY OF THE LICENSEES ' PRODUCTS WERE THE RESULT OF WINDSURFING
INTERNATIONAL ' S LICENSING POLICY. FURTHERMORE , THE COMMISSION HAS NOT
OBSERVED ANY SIGNIFICANT DIFFERENCES IN QUALITY AND SAFETY BETWEEN THE
LICENSEES ' PRODUCTS AND THOSE OF NON-LICENSEES.
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100 AS REGARDS THE APPLICABILITY IN THIS CASE OF ARTICLE 4 (2 ) (2 ) (B ) OF
REGULATION NO 17 , IT MUST BE STATED THAT THE RESTRICTIONS LAID DOWN IN THE
CLAUSES AT ISSUE EXCEED THE SCOPE OF THE RIGHTS CONFERRED BY THE PATENT
BECAUSE THEY ALSO ENCOMPASS THE BOARD , WHICH IS NOT COVERED BY THE PATENT ,
AND BECAUSE THEY INCLUDE AN OBLIGATION NOT TO CHALLENGE WINDSURFING
INTERNATIONAL ' S TRADE-MARKS AND PATENT

101 IN VIEW OF THAT FINDING , IT MUST BE CONCLUDED THAT SINCE THOSE CLAUSES WERE
NOT ELIGIBLE FOR EXEMPTION FROM THE REQUIREMENT OF NOTIFICATION LAID DOWN IN
THE ABOVE-MENTIONED PROVISION , THEY WERE ALSO NOT ELIGIBLE , FOR WANT OF
NOTIFICATION , FOR AN EXEMPTION UNDER ARTICLE 85 (3 ). IT IS THEREFORE UNNECESSARY
TO ASCERTAIN WHETHER THEY COULD BE REGARDED AS SATISFYING THE REQUIREMENTS
STIPULATED IN ARTICLE 85 (3 ), WHICH IS IN ANY EVENT DISPUTED BY THE COMMISSION.

VI - THE INFRINGEMENTS FOUND TO BE ESTABLISHED

102 IT FOLLOWS THAT ALL THE CLAUSES IN THE LICENSING AGREEMENTS REFERRED TO BY
THE COMMISSION IN ARTICLE 1 OF THE CONTESTED DECISION MUST BE HELD TO
CONSTITUTE INFRINGEMENTS OF ARTICLE 85 (1 ) OF THE EEC TREATY , WITH THE
EXCEPTION OF THE CLAUSE REFERRED TO IN SUBPARAGRAPH (3 ) OF PARAGRAPH (1 ) (THE
OBLIGATION TO PAY ROYALTIES ON COMPONENTS ON THE NET SELLING PRICE OF THE
PRODUCT ), IN SO FAR AS IT APPLIED TO RIGS .

103 ARTICLE 1 OF THE COMMISSION DECISION OF 11 JULY 1983 MUST THEREFORE BE
DECLARED VOID ONLY IN RESPECT OF THE FINDINGS THAT :

THE LICENSING AGREEMENT WITH SHARK LAID DOWN AN OBLIGATION ON THE LICENSEE TO
EXPLOIT THE LICENSED PATENTS ONLY FOR THE MANUFACTURE OF SAILBOARDS WHICH
HAD WINDSURFING INTERNATIONAL ' S PRIOR APPROVAL FOR THE BOARDS ;

THE LICENSING AGREEMENTS BETWEEN WINDSURFING INTERNATIONAL AND SAN , KLEPPER
AND MARKER AND THE AGREEMENT BETWEEN TEN CATE AND OSTERMANN , BEFORE IT
WAS TAKEN OVER BY WINDSURFING INTERNATIONAL , LAID DOWN AN OBLIGATION ON THE
LICENSEES TO PAY ROYALTIES ON COMPONENTS ON THE NET SELLING PRICE OF A
COMPLETE SAILBOARD ;

THE LICENSING AGREEMENTS WITH OSTERMANN AND SHARK LAID DOWN AN OBLIGATION
TO AFFIX TO THE BOARDS OF THEIR SAILBOARDS THE NOTICE ' LICENSED BY HOYLE
SCHWEITZER ' OR ' LICENSED BY WINDSURFING INTERNATIONAL ' ;

THE LICENSING AGREEMENTS WITH OSTERMANN AND SHARK LAID DOWN AN OBLIGATION
ON THE LICENSEES TO ACKNOWLEDGE THE TRADE-MARKS OF WINDSURFING
INTERNATIONAL AND TEN CATE AS VALID TRADE-MARKS ;

THE OBLIGATION ON THE LICENSEES TO PAY ROYALTIES ON THE RIGS MANUFACTURED
UNDER THE GERMAN PATENT ONLY ON THE BASIS OF THE NET SELLING PRICE OF A
COMPLETE SAILBOARD CONSTITUTED AN INFRINGEMENT OF ARTICLE 85 (1 ) OF THE EEC
TREATY.

VII - THE FINE

104 WINDSURFING INTERNATIONAL NEXT SUBMITS , ON THE BASIS OF ARTICLE 15 (2 ) OF
REGULATION NO 17 , THAT THE NECESSARY CONDITIONS FOR IMPOSING A FINE ARE NOT
SATISFIED BECAUSE IT CANNOT BE ACCUSED OF HAVING COMMITTED
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AN INFRINGEMENT INTENTIONALLY OR NEGLIGENTLY. IN PARTICULAR , IT WAS POSSIBLE
FOR IT TO BELIEVE IN GOOD FAITH THAT THE GERMAN PATENT , LIKE PATENTS IN OTHER
COUNTRIES SUCH AS THE BRITISH PATENT BEFORE ITS FINAL REVOCATION IN 1984 ,
COVERED THE ENTIRE SAILBOARD .

105 THE COMMISSION MAINTAINS THAT A PATENTEE LIKE THE APPLICANT , WHO IS
CONTINUOUSLY ADVISED BY A GERMAN PATENT LAWYER , CANNOT DENY HAVING
KNOWLEDGE OF THE SCOPE OF ITS PATENT AND THE CONTENT OF ITS LICENSING
AGREEMENTS EVEN IF THOSE AGREEMENTS WERE ORIGINALLY SIGNED BY A THIRD PARTY ,
AS HAPPENED IN THE CASE OF OSTERMANN AND SHARK , AND WERE SUBSEQUENTLY TAKEN
OVER BY THE PATENTEE.

106 IT MUST BE STATED THAT WINDSURFING INTERNATIONAL HAS NOT PROVIDED ANY
EVIDENCE THAT IT DID NOT ACT NEGLIGENTLY. THE FACT THAT A PATENT EXISTS IN
ANOTHER COUNTRY DOES NOT ENTITLE IT TO DRAW CONCLUSIONS WITH REGARD TO WHAT
IT MIGHT HAVE THOUGHT TO BE THE SCOPE OF THE GERMAN PATENT. NOR CAN IT ARGUE ,
PARTICULARLY AFTER THE AMENDMENTS TO ITS ORIGINAL PATENT CLAIM , THAT IT MAY
HAVE MISUNDERSTOOD THE SCOPE TO BE ASCRIBED TO THE GERMAN PATENT.

107 IN THE LIGHT OF THOSE CONSIDERATIONS , THE COURT MUST REJECT WINDSURFING
INTERNATIONAL ' S ARGUMENT THAT A FINE CANNOT BE IMPOSED UPON IT BECAUSE THE
INFRINGEMENTS FOUND AGAINST IT CANNOT BE ATTRIBUTED TO A DELIBERATE POLICY OR
NEGLIGENT CONDUCT ON ITS PART.

108 IN THE ALTERNATIVE , WINDSURFING INTERNATIONAL REQUESTS A REDUCTION IN THE
FINE ON THE GROUNDS THAT THE COMMISSION INCORRECTLY ASSESSED THE SERIOUSNESS
AND DURATION OF THE INFRINGEMENT. IN PARTICULAR , WINDSURFING INTERNATIONAL
ARGUES :

(I ) THAT THE ABSENCE OF ANY SALES OF SEPARATE RIGS WAS DUE TO THE LICENSEES
THEMSELVES , WHO DID NOT HAVE AN INTEREST IN SUCH SALES ;

(II ) THAT THE NON-LICENSEES RESORTED TO PATENT INFRINGEMENT OR FOUND OTHER
MEANS OF CIRCUMVENTING THE PATENT.

109 THE COMMISSION ANSWERS THAT IT TOOK ACCOUNT OF ALL THE RELEVANT FACTORS
IN FIXING THE FINE.

110 UNDER ARTICLE 172 OF THE EEC TREATY , THE COURT ENJOYS UNLIMITED JURISDICTION
IN REGARD TO THE PENALTIES LAID DOWN BY REGULATION NO 17

111 IN DETERMINING THE AMOUNT OF THE FINE , IT SHOULD FIRST OF ALL BE OBSERVED
THAT SOME OF THE FINDINGS OF INFRINGEMENT CONTAINED IN THE COMMISSION ' S
DECISION HAVE ULTIMATELY NOT BEEN UPHELD BY THE COURT IN THEIR ENTIRETY.

112 THE SERIOUSNESS OF THE INFRINGEMENTS WHICH HAVE BEEN ESTABLISHED IS FURTHER
DIMINISHED TO AN APPRECIABLE EXTENT BY THE FACT THAT , AS HAS BEEN STATED , THE
MARKET FOR COMPONENTS WAS NOT VERY LARGE IN RELATION TO THE MARKET FOR
COMPLETE SAILBOARDS AT LEAST UNTIL 1981.

113 FINALLY , AS REGARDS THE PROHIBITION ON THE SEPARATE SALE OF RIGS , IT SHOULD
BE STATED , ON THE ONE HAND , THAT IT HAS NOT BEEN PROVED BEYOND DOUBT THAT
ALL THE LICENSEES HAD AN INTEREST IN THE SALE OF SEPARATE RIGS , AND , ON THE
OTHER , THAT WHERE THERE WAS IN FACT A DEMAND FOR SEPARATE RIGS , THAT
PROHIBITION WAS NOT STRICTLY APPLIED.
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114 IN VIEW OF THE FOREGOING CONSIDERATIONS , THE COURT CONSIDERS IT APPROPRIATE
TO SET THE FINE AT 25 000 ECU.
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Judgment of the Court
of 30 January 1985

BAT Cigaretten-Fabriken GmbH v Commission of the European Communities.
Competition law and trade mark law.

Case 35/83.

COMPETITION - AGREEMENTS , DECISIONS AND CONCERTED PRACTICES - TRADE MARK LAW
- DELIMITATION AGREEMENTS IN RESPECT OF SIMILAR TRADE MARKS - PERMISSIBLE IN
PRINCIPLE - APPLICATION OF ARTICLE 85 OF THE TREATY - CRITERIA - RESTRICTIONS ON
COMPETITION

(EEC TREATY , ART. 85 )

EVEN THOUGH IT MUST BE RECOGNIZED THAT AGREEMENTS KNOWN AS ' DELIMITATION
AGREEMENTS ' ARE LAWFUL AND USEFUL WHERE THEY SERVE TO DELIMIT , IN THE
MUTUAL INTEREST OF THE PARTIES , THE SPHERES WITHIN WHICH THEIR RESPECTIVE
TRADE MARKS MAY BE USED , AND ARE INTENDED TO AVOID CONFUSION OR CONFLICT
BETWEEN THEM , THEY ARE NOT EXCLUDED FROM THE APPLICATION OF ARTICLE 85 OF THE
TREATY IF THEY ALSO HAVE THE AIM OF DIVIDING UP THE MARKET OR RESTRICTING
COMPETITION IN OTHER WAYS. THE COMMUNITY SYSTEM OF COMPETITION DOES NOT
ALLOW THE IMPROPER USE OF RIGHTS UNDER ANY NATIONAL TRADE MARK LAW IN ORDER
TO FRUSTRATE THE COMMUNITY ' S LAW ON CARTELS.

IN CASE 35/83

BAT CIGARETTEN-FABRIKEN GMBH , A COMPANY ENGAGED IN THE MANUFACTURE AND
MARKETING OF TOBACCO PRODUCTS , WHOSE REGISTERED OFFICE IS IN HAMBURG ,
REPRESENTED BY WALTER KLOSTERFELDE , RECHTSANWALT OF HAMBURG , WITH AN
ADDRESS FOR SERVICE IN LUXEMBOURG AT THE CHAMBERS OF ERNEST T . FREYLINGER , 46
RUE DU CIMETIERE ,

APPLICANT ,

SUPPORTED BY

FEDERAL REPUBLIC OF GERMANY , REPRESENTED BY MARTIN SEIDEL , MINISTERIALRAT AT
THE MINISTRY OF ECONOMIC AFFAIRS , ACTING AS AGENT , ASSISTED BY RALF VIEREGGE ,
RECHTSANWALT OF COLOGNE , WITH AN ADDRESS FOR SERVICE IN LUXEMBOURG AT THE
EMBASSY OF THE FEDERAL REPUBLIC OF GERMANY ,

INTERVENER ,

V

COMMISSION OF THE EUROPEAN COMMUNITIES , REPRESENTED BY ITS LEGAL ADVISER ,
NORBERT KOCH , AND BY INGOLF PERNICE , A MEMBER OF ITS LEGAL DEPARTMENT ,
ACTING AS AGENTS , WITH AN ADDRESS FOR SERVICE IN LUXEMBOURG AT THE OFFICE OF
ORESTE MONTALTO , ALSO A MEMBER OF THE COMMISSION ' S LEGAL DEPARTMENT , JEAN
MONNET BUILDING , KIRCHBERG ,

DEFENDANT ,

SUPPORTED BY

ANTONIUS I.C.M. SEGERS , AN INDUSTRIALIST , RESIDING IN ESSEN (BELGIUM ),
REPRESENTED BY WILLY ALEXANDER , OF THE HAGUE BAR , WITH AN ADDRESS FOR
SERVICE IN LUXEMBOURG AT THE CHAMBERS OF ERNEST ARENDT , 34 B RUE PHILIPPE-II ,
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INTERVENER ,

APPLICATION FOR A DECLARATION THAT COMMISSION DECISION NO 82/897 OF 16 DECEMBER
1982 RELATING TO A PROCEEDING UNDER ARTICLE 85 OF THE TREATY (IV/C-30.128
TOLTECS/DORCET ) IS VOID ,

COSTS

48 UNDER ARTICLE 69 (2 ) OF THE RULES OF PROCEDURE THE UNSUCCESSFUL PARTY IS
REQUIRED TO PAY THE COSTS. NEVERTHELESS , UNDER THE FIRST SUBPARAGRAPH OF
ARTICLE 69 (3 ) THE COURT MAY ORDER THAT THE PARTIES BEAR THEIR OWN COSTS IN
WHOLE OR IN PART WHERE EACH PARTY SUCCEEDS ON SOME AND FAILS ON OTHER HEADS.
SINCE THESE PROCEEDINGS HAVE LED TO THE DECISION BEING DECLARED VOID IN PART IT
IS APPROPRIATE THAT ALL THE PARTIES , INCLUDING THE INTERVENERS , SHOULD BEAR
THEIR OWN COSTS

ON THOSE GROUNDS ,

THE COURT

HEREBY :

1 . DECLARES VOID ARTICLES 3 AND 4 OF COMMISSION DECISION NO 82/897/EEC OF 16
DECEMBER 1982 RELATING TO A PROCEEDING UNDER ARTICLE 85 OF THE EEC TREATY
(IV/C-30.128 - TOLTECS/DORCET );

2.FOR THE REST , DISMISSES THE APPLICATION ;

3.ORDERS THE PARTIES TO BEAR THEIR OWN COSTS.

1 BY AN APPLICATION LODGED AT THE COURT REGISTRY ON 3 MARCH 1983 , BAT
CIGARETTEN-FABRIKEN GMBH , WHOSE REGISTERED OFFICE IS IN HAMBURG , BROUGHT AN
ACTION UNDER THE SECOND PARAGRAPH OF ARTICLE 173 OF THE EEC TREATY FOR A
DECLARATION THAT THE COMMISSION DECISION OF 16 DECEMBER 1982 RELATING TO A
PROCEEDING UNDER ARTICLE 85 OF THE EEC TREATY (IV/C-30.128 TOLTECS/DORCET ),
PUBLISHED IN OFFICIAL JOURNAL 1982 L 379 , P . 19 , WAS VOID. THE FEDERAL REPUBLIC OF
GERMANY INTERVENED IN SUPPORT OF THE APPLICANT ' S CONCLUSIONS , IN VIEW OF THE
QUESTIONS OF PRINCIPLE RAISED BY THE CASE CONCERNING TRADE MARK LAW UNDER
BOTH NATIONAL LAW AND COMMUNITY LAW. THE COMMISSION , THE DEFENDANT , WAS
SUPPORTED BY MR A.I.C.M. SEGERS , A TOBACCO MANUFACTURER , WHOSE UNDERTAKING IS
ESTABLISHED IN THE NETHERLANDS. IT SHOULD BE NOTED THAT A COMPLAINT BY SEGERS
GAVE RISE TO THE CONTESTED DECISION.

2 THE COMMISSION DECISION RELATES ESSENTIALLY TO AN AGREEMENT CONCLUDED ON 16
JANUARY 1975 BETWEEN BAT AND SEGERS , IN THE FOLLOWING TERMS :

' ARTICLE 1

BAT IS THE OWNER OF THE GERMAN TRADE MARK 865 058 ' ' DORCET ' '.

3 THE COMMISSION TAKES THE VIEW THAT THAT AGREEMENT , AS APPLIED BY THE PARTIES
, HAS AS ITS OBJECT OR EFFECT THE RESTRICTION OF COMPETITION WITHIN THE COMMON
MARKET (PARAGRAPH II (3 ) OF THE STATEMENT OF REASONS FOR THE DECISION ), AND
THAT IT IS APT TO AFFECT TRADE BETWEEN MEMBER STATES BECAUSE IT IMPEDES FREE
IMPORT AND EXPORT OF THE GOODS COVERED BY THE AGREEMENT FROM THE
NETHERLANDS TO THE FEDERAL REPUBLIC OF GERMANY TO SUCH AN EXTENT THAT SINCE
1978 EXPORTS BY SEGERS TO THE GERMAN MARKET HAVE FALLEN TO ALMOST
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NIL (PARAGRAPH II (4 )).

4 THE COMMISSION ALSO CONSIDERED WHETHER IT WAS APPROPRIATE TO APPLY ARTICLE
85 (3 ) OF THE TREATY. IT STATES THAT THE AGREEMENT WAS NOT NOTIFIED TO IT AND
DOES NOT CONTRIBUTE IN ANY WAY TO IMPROVING THE PRODUCTION OR DISTRIBUTION
OF GOODS - IN FACT IT HAS THE EFFECT OF HINDERING OR PREVENTING THE DISTRIBUTION
OF SEGERS ' S PRODUCTION IN GERMANY (PART III ). CONSEQUENTLY , IT DECIDED THAT
ARTICLE 85 (3 ) WAS NOT APPLICABLE.

5 FINALLY , THE COMMISSION STATED THE REASONS FOR ITS FINDING THAT THE
IMPOSITION OF A FINE ON BAT WAS JUSTIFIED BY ONE PARTICULARLY SERIOUS ASPECT OF
THE INFRINGEMENT ESTABLISHED (PART IV ).

6 ACCORDINGLY , THE COMMISSION ADOPTED THE FOLLOWING DECISION (EXTRACT ):

ARTICLE 1

THE PROVISIONS OF THE AGREEMENT OF 16 JANUARY 1975 BETWEEN THE UNDERTAKINGS
NAMED IN ARTICLE 5 AND THE APPLICATION THEREOF CONSTITUTE INFRINGEMENTS OF
ARTICLE 85 (1 ) OF THE TREATY ESTABLISHING THE EUROPEAN ECONOMIC COMMUNITY IN
SO FAR AS :

(1 ) MR SEGERS IS UNDER AN OBLIGATION NOT TO MARKET FINE CUT UNDER THE TOLTECS
SPECIAL MARK (IR MARK 395 536 ) IN THE FEDERAL REPUBLIC OF GERMANY OR NOT TO
UNDERTAKE SUCH MARKETING EXCEPT THROUGH IMPORTERS APPROVED BY BAT OR ON
THE FULFILMENT OF CERTAIN OTHER CONDITIONS ;

(2)MR SEGERS IS UNDER AN OBLIGATION TO CLAIM NO RIGHTS AS AGAINST BAT ARISING
FROM HIS REGISTRATION AND USE OF THE MARK TOLTECS SPECIAL , EVEN WHERE BAT
DOES NOT USE ITS DORCET MARK FOR MORE THAN FIVE YEARS OR WHERE IT APPLIES
AGAIN FOR REGISTRATION OF THIS MARK OR A MARK CAPABLE OF BEING CONFUSED WITH
IT WITHIN THE MEANING OF SECTION 31 OF THE GERMAN TRADE MARK LAW (OTHER THAN
TOLTECS SPECIAL ).

ARTICLE 2

THE UNDERTAKINGS NAMED...SHALL TERMINATE FORTHWITH THE INFRINGEMENTS
REFERRED TO IN ARTICLE 1. IN PARTICULAR , BAT SHALL REFRAIN FROM EXERCISING ANY
ECONOMIC PRESSURE ON MR SEGERS OR ON IMPORTERS AIMED AT PREVENTING OR
IMPEDING THE IMPORT AND MARKETING OF TOLTECS TOBACCO IN THE FEDERAL REPUBLIC
OF GERMANY.

ARTICLE 3

A FINE OF 50 000 (FIFTY THOUSAND ) ECU OR DM 115 635 (ONE HUNDRED AND FIFTEEN
THOUSAND SIX HUNDRED AND THIRTY FIVE GERMAN MARKS ) IS HEREBY IMPOSED ON BAT
CIGARETTEN-FABRIKEN GMBH FOR THE INFRINGEMENT REFERRED TO AT ARTICLE
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1 (2 ) IN RESPECT OF THE EXTENSION OF THE NO-CHALLENGE CLAUSE TO THE CASE
WHERE THE DORCET MARK REMAINS UNUSED FOR MORE THAN FIVE YEARS.

BACKGROUND TO THE DISPUTE

7 IT IS APPARENT FROM THE CONTESTED DECISION AND FROM THE INFORMATION
FURNISHED IN THE COURSE OF THESE PROCEEDINGS THAT SEGERS LAWFULLY USES THE
TRADE MARK TOLTECS SPECIAL IN THE NETHERLANDS FOR THE SALE OF HIS TOBACCO ,
WHICH IS A FINE CUT TOBACCO USED TO MAKE CIGARETTES . ON 31 JANUARY 1973 , SEGERS
APPLIED TO HAVE HIS TRADE MARK REGISTERED INTERNATIONALLY IN CLASS 34 (RAW
TOBACCO AND TOBACCO PRODUCTS ), INCLUDING GERMANY AMONG THE COUNTRIES IN
WHICH HE SOUGHT PROTECTION .

8 ON 25 JULY 1973 , BAT OPPOSED THE REGISTRATION OF SEGERS ' S TRADE MARK FOR THE
GERMAN MARKET ON THE GROUND THAT ITS OWN TRADE MARK , DORCET , WHICH HAD
BEEN REGISTERED ON 15 JANUARY 1970 , HAD PRIORITY. IT SHOULD BE NOTED THAT THE
LATTER IS A ' DORMANT ' TRADE MARK , IN OTHER WORDS ONE WHICH HAS BEEN
REGISTERED BUT IS NOT USED COMMERCIALLY

9 SEGERS DID NOT COMMENCE LEGAL PROCEEDINGS IN GERMANY TO CHALLENGE BAT ' S
OPPOSITION. HIS EXPLANATION FOR THIS IS THAT HE DID NOT WISH TO BECOME INVOLVED
IN LITIGATION WITH AN UNDERTAKING AS POWERFUL AS BAT . INSTEAD , HE ENTERED INTO
NEGOTIATIONS WITH BAT WITH A VIEW TO REACHING A SETTLEMENT ; FOR THAT PURPOSE
HE OFFERED TO RESTRICT THE USE OF THE TRADE MARK TOLTECS TO THE SALE OF ' A
SPECIFIC TOBACCO PRODUCT ' , BY WHICH HE APPARENTLY MEANT THE FINE CUT TOBACCO
WHICH HE MANUFACTURED. THE NEGOTIATIONS WERE CONDUCTED ON BEHALF OF SEGERS
BY TRADE MARK SPECIALISTS.

10 IT SHOULD BE BORNE IN MIND THAT , AS THE COMMISSION POINTS OUT IN ITS DECISION ,
FROM 15 JANUARY 1975 ONWARDS ANY INTERESTED PARTY WOULD HAVE HAD THE RIGHT
UNDER GERMAN LAW TO APPLY TO HAVE THE DORCET MARK REMOVED FROM THE
REGISTER SINCE IT HAD NOT BEEN USED FOR FIVE YEARS. SEGERS DID NOT AVAIL HIMSELF
OF THAT RIGHT.

11 ON THE FOLLOWING DAY , 16 JANUARY 1975 , SEGERS SIGNED THE AGREEMENT WITH BAT
DESCRIBED ABOVE. IT IS CLEAR FROM THE COMMISSION DECISION AND FROM THE OTHER
DOCUMENTS BEFORE THE COURT THAT THE TERMS OF THE AGREEMENT WERE FOR THE
MOST PART PROPOSED BY SEGERS AND ACCEPTED WITHOUT AMENDMENT BY BAT. IT IS
ALSO APPARENT FROM THE DECISION AND FROM OTHER DOCUMENTS BEFORE THE COURT
THAT THE AGREEMENT CONTAINS A DRAFTING ERROR , SINCE THE TOBACCO FOR WHICH
SEGERS RESERVED THE RIGHT TO USE HIS TRADE-MARK WAS DESCRIBED BOTH AS ' CURLY
CUT TOBACCO ' AND AS ' SHAG ' , AND , IN NETHERLANDS USAGE , THESE TERMS REFER
RESPECTIVELY TO COARSE CUT AND TO FINE CUT TOBACCO.

12 SEGERS STATES THAT HE DID NOT NOTICE THAT MISTAKE UNTIL AFTER THE AGREEMENT
HAD BEEN SIGNED. IT SHOULD BE NOTED THAT HE DID NOT EXERCISE HIS RIGHT TO APPLY
TO A GERMAN COURT TO HAVE THE MISTAKE AND ITS LEGAL CONSEQUENCES RECTIFIED. IN
THAT CONNECTION , THE COMMISSION EXPLAINS , IN THE STATEMENT OF REASONS FOR ITS
DECISION , THAT SEGERS WAS NOT IN A POSITION TO RUN THE RISK ' OF BECOMING
INVOLVED IN COSTLY LITIGATION - WHICH HE COULD NOT AFFORD - WITH A FIRM IN A
STRONG FINANCIAL POSITION LIKE BAT ' (THIRD INDENT OF SUBPARAGRAPH II (3)(A)(A )).

13 IT APPEARS FROM DOCUMENTS BEFORE THE COURT THAT AFTER THE AGREEMENT
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WAS CONCLUDED SEGERS ONCE AGAIN BEGAN TO MARKET HIS PRODUCTS IN THE FEDERAL
REPUBLIC OF GERMANY THROUGH AN EXCLUSIVE DISTRIBUTOR , MULLER-BRODERS. BAT
GAVE MULLER-BRODERS PERMISSION TO USE THE NAME TOLTECS TO MARKET FINE CUT
PRODUCTS.

14 ON 16 AUGUST 1978 SEGERS INFORMED BAT OF HIS INTENTION TO USE A DIFFERENT
IMPORTER AND ASKED IT TO STATE IN WRITING THAT THE NEW IMPORTER WOULD BE
ALLOWED TO USE THE TOLTECS TRADE MARK IN THE SAME WAY AS MULLER-BRODERS. BAT
REPLIED ON 23 AUGUST 1978 THAT UNDER THE TERMS OF THE AGREEMENT , SEGERS WAS
ENTITLED TO SELL ONLY CURLY CUT TOBACCO ; THAT RIGHT WAS FREELY TRANSFERABLE
TO ANOTHER IMPORTER. BUT THE RIGHT TO USE THE TOLTECS TRADE MARK FOR FINE CUT
TOBACCO HAD BEEN GRANTED BY BAT TO MULLER-BRODERS AND AS FAR AS BAT WAS
CONCERNED THAT UNDERTAKING REMAINED THE IMPORTER OF THE PRODUCT.

15 MULLER-BRODERS SUBSEQUENTLY CEASED TRADING AND ITS BUSINESS WAS TAKEN
OVER BY PETER GRASSMANN GMBH. FOR HIS PART , SEGERS BEGAN NEGOTIATIONS WITH
ANOTHER POTENTIAL IMPORTER , PLANTA. HOWEVER , THOSE NEGOTIATIONS PRODUCED NO
POSITIVE RESULT BECAUSE OF THE UNCERTAINTIES SURROUNDING THE USE OF THE TRADE
MARK. AFTER WORKING WITH GRASSMANN FOR A SHORT PERIOD , SEGERS ONCE AGAIN
CONTACTED PLANTA . SEGERS THEN REQUESTED BAT TO APPROVE PLANTA AS HIS NEW
WHOLESALE DISTRIBUTOR ON THE SAME TERMS AS GRASSMANN. BAT REPLIED IN A LETTER
OF 14 AUGUST 1979 THAT IT WAS WILLING TO EXTEND THE AGREEMENT TO COVER FINE
CUT TOBACCO , SUBJECT TO THE CONDITION THAT SEGERS WOULD BE REQUIRED TO BUY
UP THE STOCK OF TOLTECS TOBACCO REMAINING WITH GRASSMANN . IN THE ABSENCE OF
AN ANSWER FROM SEGERS REGARDING THAT REQUIREMENT , BAT INFORMED HIM BY
LETTER OF 14 DECEMBER 1979 THAT IT WAS GOING TO BRING TO AN END THE DISTRIBUTION
THROUGH THIRD PARTIES OF TOLTECS FINE CUT ON THE GERMAN MARKET AND THAT IT
HAD SENT A COPY OF ITS LETTER TO PLANTA. THAT COMMUNICATION WAS CONFIRMED IN
A LETTER OF 14 JANUARY 1980 , IN WHICH BAT EXPRESSED ITS INTENTION TO PREVENT ALL
FUTURE SALES OF TOLTECS TOBACCO ON THE GERMAN MARKET.

16 BECAUSE OF HIS DIFFICULTIES WITH BAT , SEGERS HAD STOPPED SELLING TOLTECS
TOBACCO IN GERMANY BEFORE THE END OF 1978. ON 12 JUNE 1980 , HE APPLIED TO THE
COMMISSION UNDER ARTICLE 3 OF REGULATION NO 17 OF THE COUNCIL OF 6 FEBRUARY
1962 (OFFICIAL JOURNAL , ENGLISH SPECIAL EDITION 1959-62 , P. 87 ) FOR A FINDING THAT
BAT HAD INFRINGED ARTICLE 85 OR 86 OF THE EEC TREATY.

17 THE COMMISSION DECIDED TO INITIATE A PROCEEDING AND SENT BAT A WRITTEN
STATEMENT OF OBJECTIONS DATED 16 DECEMBER 1981. THE OUTCOME OF THAT
PROCEEDING IS SET OUT IN THE DECISION AT ISSUE.

SUBSTANCE

18 IN ITS APPLICATION , BAT SETS OUT FOUR SUBMISSIONS , RELATING TO : THE
COMMISSION ' S FAILURE TO APPREHEND THE TRUE MEANING OF THE AGREEMENT OF 16
JANUARY 1975 ; THE COMMISSION ' S LEGAL CLASSIFICATION OF THE AGREEMENT AND OF
THE TERMS CONTAINED IN IT , WHICH BAT CONSIDERS TO BE ERRONEOUS ; THE
COMMISSION ' S REFUSAL TO EXEMPT THE AGREEMENT UNDER ARTICLE 85 (3 ); AND
FINALLY , THE ILLEGALITY OF THE FINE IMPOSED ON BAT.

THE SUBMISSION THAT THE COMMISSION FAILED TO APPREHEND THE TRUE MEANING OF
THE AGREEMENT AT ISSUE
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19 IN THE FIRST PLACE , BAT STATES THAT IT HAS IN THE MEANTIME WAIVED ITS RIGHTS
UNDER THE AGREEMENT , WHICH IT NO LONGER CONSIDERS TO BE OF ANY ADVANTAGE TO
IT , AND THAT IT SIGNIFIED ITS INTENTION TO WAIVE ITS RIGHTS UNDER THE AGREEMENT
AT THE COMMISSION HEARING ; AND SECONDLY , IT STATES THAT THE COMMISSION
MISCONSTRUED THE CONTENT OF THE DISPUTED AGREEMENT INASMUCH AS THAT
AGREEMENT NEVER CONTAINED A PROVISION PROHIBITING SEGERS FROM MARKETING FINE
CUT TOBACCO UNDER THE TOLTECS TRADE MARK , DESPITE THE DRAFTING ERROR IN THE
AGREEMENT WHEN IT WAS CONCLUDED.

20 AS FAR AS THE FIRST POINT IS CONCERNED , THE COMMISSION DOES NOT DENY THAT
THE STATEMENT WAS MADE AT THE HEARING BUT MAINTAINS THAT , IN ORDER TO CANCEL
THE AGREEMENT , BAT SHOULD HAVE MADE A FORMAL STATEMENT TO THE OTHER PARTY
TO THE AGREEMENT AND ALSO PROVIDED IT WITH EVIDENCE THAT IT HAD INFORMED
AT LEAST THE LAST DEALER APPROACHED BY SEGERS , NAMELY PLANTA , THAT IT NO
LONGER HAD ANY OBJECTIONS TO THE MARKETING OF TOLTECS FINE CUT TOBACCO. IN THE
ABSENCE OF ANY INDICATION TO THAT EFFECT , THE AGREEMENT MUST BE REGARDED AS
BEING STILL IN FORCE.

21 AS REGARDS THE SECOND POINT , THE COMMISSION APPEARS TO TAKE THE VIEW THAT
THE REFERENCE TO ' CURLY CUT TOBACCO ' IN THE AGREEMENT WAS CONSCIOUSLY
INTENDED BY BAT , WHICH WAS AWARE OF THE FACT THAT SEGERS DID NOT
MANUFACTURE THAT PRODUCT , ITS AIM BEING TO GAIN COMPLETE CONTROL OVER
IMPORTS OF FINE CUT TOBACCO UNDER THE TOLTECS TRADE MARK

22 THE COMMISSION ' S VIEW WITH REGARD TO THE FIRST POINT APPEARS JUSTIFIED . A
DECLARATION OF INTENT BY BAT AT THE COMMISSION HEARING WAS NOT SUFFICIENT TO
TERMINATE AN AGREEMENT WITH ANOTHER PARTY. THE AGREEMENT OF 16 JANUARY 1975
MUST THEREFORE BE PRESUMED TO HAVE BEEN IN EXISTENCE AT THE TIME OF THE
COMMISSION ' S DECISION.

23 AS TO THE QUESTION WHETHER THE DISPUTED AGREEMENT COVERED FINE CUT
TOBACCO , IT IS SUFFICIENT TO NOTE THAT THE AGREEMENT IS OBJECTIVELY AMBIGUOUS
AND OPEN TO CONTRADICTORY INTERPRETATIONS. ALTHOUGH IT IS TRUE THAT THE
AMBIGUITY IS ATTRIBUTABLE IN THE FIRST PLACE TO SEGERS , WHO SUGGESTED THE
RELEVANT WORDING HIMSELF , THE FACT REMAINS THAT BAT TOOK ADVANTAGE OF THAT
AMBIGUITY BECAUSE IT SERVED ITS OWN PURPOSE , WHICH WAS TO PREVENT SEGERS
FROM SELLING THE ONLY KIND OF TOBACCO WHICH HIS UNDERTAKING ACTUALLY
PRODUCED.

24 BAT CANNOT THEREFORE CRITICIZE THE COMMISSION FOR ATTRIBUTING TO THE
AGREEMENT THE MEANING WHICH BAT HAD ITSELF GIVEN TO IT BY VIRTUE OF ITS
CONDUCT.

25 THAT SUBMISSION MUST THEREFORE BE REJECTED.

THE SUBMISSIONS RELATING TO THE COMMISSION ' S ALLEGED INCORRECT LEGAL
CLASSIFICATION OF THE DISPUTED AGREEMENT

26 THE APPLICANT CONSIDERS THAT THE COMMISSION ' S LEGAL APPRAISAL OF THE
AGREEMENT OF 16 JANUARY 1975 IS INCORRECT AND INCONSISTENT WITH THE PRESENT
STATE OF DEVELOPMENT OF COMMUNITY LAW. ACCORDING TO THE APPLICANT , THE
AGREEMENT IS A ' DELIMITATION ' AGREEMENT ON THE USE OF DIFFERENT TRADE
MARKS , CONTAINING A SO-CALLED ' NO-CHALLENGE ' CLAUSE , INTENDED TO
CONSOLIDATE THE POSITION OF THE DORCET MARK EVEN AFTER IT HAD CEASED TO BE
LEGALLY
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PROTECTED. IT ARGUES THAT THE VALIDITY OF SUCH AGREEMENTS IS A MATTER
GOVERNED BY NATIONAL LAW , AND ADDS THAT RECOURSE TO SUCH CLAUSES IS COMMON
PRACTICE AND THAT THEY ARE REGARDED AS PERFECTLY LEGAL UNDER GERMAN LAW.
HENCE IT CHALLENGES THE COMMISSION ' S RIGHT TO ASSESS THE RISK OF CONFUSION
BETWEEN TWO TRADE MARKS . MORE SPECIFICALLY , IT CRITICIZES THE COMMISSION FOR
PURPORTING TO LAY DOWN A CRITERION OF APPRAISAL , IN THE NAME OF COMMUNITY
LAW , WHICH DIFFERS FROM THAT APPLIED BY THE NATIONAL LEGISLATION , IN SO FAR AS
IT STATES IN SUBPARAGRAPH II (3)(A)(F ) OF THE PREAMBLE TO ITS DECISION THAT IT
CANNOT FIND ANY ' SERIOUS ' RISK OF CONFUSION BETWEEN THE TWO TRADE MARKS. BAT
CONTENDS THAT THE ASSESSMENT OF THAT RISK CANNOT BE SUBJECT TO TWO SETS OF
CRITERIA , ONE LAID DOWN BY NATIONAL LAW AND THE OTHER BY COMMUNITY LAW. IT
STATES THAT ACCORDING TO THE PRINCIPLES OF GERMAN LAW THERE WAS A REAL RISK
OF CONFUSION BETWEEN THE NAMES TOLTECS AND DORCET , AS WAS INDEED CONCEDED
BY SEGERS HIMSELF , SINCE OTHERWISE HE WOULD NOT HAVE OFFERED TO ENTER INTO A
DELIMITATION AGREEMENT WITH BAT ON HIS OWN INITIATIVE

27 THE GOVERNMENT OF THE FEDERAL REPUBLIC OF GERMANY SUPPORTS THE APPLICANT '
S SUBMISSION ON THAT POINT. IT STRESSES THE GREAT PRACTICAL IMPORTANCE OF '
DELIMITATION AGREEMENTS ' IN THE FIELD OF TRADE MARK LAW. IT STATES THAT IN
VIEW OF THE NUMBER OF EXISTING TRADE MARKS , SUCH AGREEMENTS PLAY AN
IMPORTANT PART IN PREVENTING LEGAL DISPUTES BY ENABLING TRADE MARK
PROPRIETORS TO DEFINE THE EXTENT OF THEIR RESPECTIVE RIGHTS BY AMICABLE
AGREEMENT. A DELIMITATION BASED ON THE GOODS INVOLVED IS THE FOUNDATION OF
NEARLY ALL SUCH AGREEMENTS . THE SAME APPLIES TO SO-CALLED ' NO-CHALLENGE ' OR
' PRIORITY ' CLAUSES , WHICH ARE ALSO TYPICALLY INCLUDED IN SUCH AGREEMENTS .

28 THE GERMAN GOVERNMENT EMPHASIZES THAT THE VALIDITY OF SUCH AGREEMENTS
FALLS TO BE DETERMINED UNDER NATIONAL LAW. IN THIS INSTANCE , IT TAKES THE VIEW
THAT ACCORDING TO THE CRITERIA OF APPRAISAL APPLIED IN GERMANY THE POSSIBILITY
OF CONFUSION BETWEEN THE TWO MARKS COULD NOT BE RULED OUT. THE COMMISSION
ITSELF CONCEDED AT THE HEARING THAT THE RISK OF PHONETIC CONFUSION HAD TO BE
ACKNOWLEDGED . THE GERMAN GOVERNMENT ARGUES THAT THE COMMISSION CANNOT
SUBSTITUTE ITS OWN APPRAISAL FOR THAT OF THE PARTIES TO SUCH AN AGREEMENT.

29 THUS THE GERMAN GOVERNMENT ' S VIEW IS THAT , IN PRINCIPLE , ' DELIMITATION
AGREEMENTS ' DO NOT CONSTITUTE A RESTRICTION OF COMPETITION WITHIN THE
MEANING OF ARTICLE 85. NEVERTHELESS IT ADMITS THAT IF SUCH AN AGREEMENT DID NOT
REALLY HAVE THE FUNCTION OF SETTLING A DISPUTE REGARDING CONFLICTING TRADE
MARKS BUT WAS INTENDED TO RESTRICT COMPETITION , IT MIGHT CONSTITUTE AN
INFRINGEMENT OF ARTICLE 85 ; ONE EXAMPLE IT CITES IN PARTICULAR IS WHERE THE
AGREEMENT IS INTENDED TO OPERATE AS A MARKET-SHARING AGREEMENT.

30 THE COMMISSION ARGUES AS FOLLOWS IN DEFENCE OF ITS DECISION : IT CONCEDES
THAT APPRAISAL OF THE RISK OF CONFUSION BETWEEN DIFFERENT MARKS IS A MATTER
GOVERNED BY NATIONAL LAW. HOWEVER , IT ADDS THAT THE EXTENT OF THE EXCLUSIVE
RIGHTS CONFERRED BY A TRADE MARK IS RESTRICTED BY THE EFFECT OF THE RELEVANT
COMMUNITY RULES. ACCORDING TO THE COMMISSION , THOSE RESTRICTIONS DERIVE BOTH
FROM THE RULES OF COMPETITION LAW AND FROM ARTICLE 36 OF THE TREATY , WHICH
ALLOWS RESTRICTIONS ON IMPORTS ONLY IN SO FAR AS THEY ARE ' JUSTIFIED
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' FOR THE PROTECTION OF INDUSTRIAL AND COMMERCIAL PROPERTY. THAT TWOFOLD
LIMITATION WAS REFLECTED IN THE COMMISSION ' S REFERENCE TO THE REQUIREMENT OF
A ' SERIOUS ' RISK OF CONFUSION , WHICH WAS INTENDED TO ENSURE THAT A LIBERAL
INTERPRETATION OF WHAT CONSTITUTES A RISK OF CONFUSION , EITHER BY NATIONAL
COURTS OR IN THE CONTEXT OF DELIMITATION AGREEMENTS BETWEEN TRADE MARK
PROPRIETORS , WOULD NOT GIVE RISE TO RESTRICTIONS ON THE FREE MOVEMENT OF
GOODS WHICH WERE NOT JUSTIFIED BY THE SPECIFIC SUBJECT-MATTER OF THE TRADE
MARK. IN THE COMMISSION ' S VIEW , A COMPARISON OF THE VISUAL DESIGNS OF THE TWO
TRADE MARKS , WHICH ARE REPRODUCED IN THE STATEMENT OF THE REASONS ON WHICH
THE CONTESTED DECISION IS BASED , SHOWS THAT THERE IS NO RISK OF CONFUSION .

31 THE COMMISSION DOES NOT DENY THAT ' DELIMITATION AGREEMENTS ' MAY BE BOTH
USEFUL AND LAWFUL BUT POINTS OUT THE DANGER REPRESENTED BY SUCH AGREEMENTS
FROM THE STANDPOINT OF COMPETITION LAW , SPECIFICALLY IN THE CASE OF PURELY
FICTITIOUS AGREEMENTS WHERE THE PROPRIETOR OF A PRIOR TRADE MARK OPPOSES THE
REGISTRATION OF A NEW MARK ON CLEARLY UNTENABLE GROUNDS IN ORDER TO INDUCE
AN APPLICANT FOR REGISTRATION , WHO MAY BE POORLY ADVISED AND IN MANY CASES
WEAKER ECONOMICALLY , TO SETTLE THE ARTIFICIAL CONFLICT THEREBY PRODUCED BY
MEANS OF A DELIMITATION AGREEMENT. THE COMMISSION POINTS OUT THAT THAT VIEW
WAS EXPRESSED IN SUBPARAGRAPH IV (2 ) (A ) OF ITS DECISION WHERE IT REFERS TO
SO-CALLED DELIMITATION AGREEMENTS (' ANGEBLICHE ABGRENZUNGSVEREINBARUNGEN ' ).

32 IN THIS CONTEXT THE COMMISSION ATTACHES SPECIAL SIGNIFICANCE TO THE SO-CALLED
' NO-CHALLENGE ' CLAUSE , ALTHOUGH IT EMPHASIZES THAT ITS VIEW RELATES ONLY TO
CASES WHERE THE CLAUSE IS AGREED UPON AT A TIME WHEN THE PERIOD OF PROTECTION
FOR A ' DORMANT TRADE MARK ' HAS ALREADY EXPIRED. THE COMMISSION TAKES THE
VIEW THAT A REDUCTION IN THE NUMBER OF UNUSED TRADE MARKS ON THE REGISTER
WOULD PROMOTE THE OPENING UP OF THE MARKETS AND INCREASE COMPETITION. HENCE
IT CONSIDERS THAT THE FACT THAT SEGERS ACKNOWLEDGED THE PRIORITY OF A
TRADE MARK WHICH WAS ALREADY LIABLE TO BE REMOVED FROM THE REGISTER ,
TOGETHER WITH A RIGHT ON BAT ' S PART TO REGISTER OTHER SIMILAR MARKS EVEN IF
THEY WERE STILL CLOSER TO THE TOLTECS MARK , REPRESENTS A VERY CONSIDERABLE
CURTAILMENT OF FREEDOM OF COMPETITION.

33 THE COURT ACKNOWLEDGES THAT , AS THE APPLICANT AND THE GOVERNMENT OF THE
FEDERAL REPUBLIC OF GERMANY SUBMIT AND THE COMMISSION ALSO CONCEDES ,
AGREEMENTS KNOWN AS ' DELIMITATION AGREEMENTS ' ARE LAWFUL AND USEFUL IF
THEY SERVE TO DELIMIT , IN THE MUTUAL INTEREST OF THE PARTIES , THE SPHERES
WITHIN WHICH THEIR RESPECTIVE TRADE MARKS MAY BE USED , AND ARE INTENDED TO
AVOID CONFUSION OR CONFLICT BETWEEN THEM. THAT IS NOT TO SAY , HOWEVER , THAT
SUCH AGREEMENTS ARE EXCLUDED FROM THE APPLICATION OF ARTICLE 85 OF THE TREATY
IF THEY ALSO HAVE THE AIM OF DIVIDING UP THE MARKET OR RESTRICTING COMPETITION
IN OTHER WAYS. AS THE COURT HAS ALREADY STATED IN ITS JUDGMENT OF 13 JULY 1966
(JOINED CASES 56 AND 58/64 , CONSTEN AND GRUNDIG V COMMISSION , (1966 ) ECR 299 ,
P.346 ), THE COMMUNITY SYSTEM OF COMPETITION ' DOES NOT ALLOW THE IMPROPER USE
OF RIGHTS UNDER ANY NATIONAL TRADE MARK LAW IN ORDER TO FRUSTRATE THE
COMMUNITY ' S LAW ON CARTELS. '

34 IN THAT RESPECT , IT IS CLEAR FROM AN ANALYSIS OF THE AGREEMENT OF 16 JANUARY
1975 THAT IT IS CONFINED TO IMPOSING OBLIGATIONS AND DISADVANTAGES

© An extract from a JUSTIS database



61983J0035 European Court reports 1985 Page 00363 9

ON SEGERS , NAMELY :

THE RESTRICTION OF THE USE OF THE TOLTECS MARK TO THE SALE OF A CERTAIN KIND OF
TOBACCO , WHICH , AS HAS BEEN SHOWN ABOVE , CANNOT BE CLEARLY IDENTIFIED ;

THE WAIVER BY SEGERS OF HIS RIGHT TO CLAIM PRIORITY FOR HIS TRADE MARK AS
AGAINST THE DORCET MARK EVEN AFTER THE EXPIRY OF THE LEGAL PROTECTION PERIOD
OF FIVE YEARS ;

THE ABANDONMENT BY SEGERS OF THE RIGHT TO ADVERTISE THE FACT THAT HIS TOBACCO
IS SUITABLE OR RECOMMENDED FOR CIGARETTE ROLLING.

IT SHOULD BE NOTED THAT THAT LAST CLAUSE DOES NOT BEAR EVEN THE SEMBLANCE OF
A CONNECTION WITH THE QUESTION OF THE USE OF THE TRADE MARK AS SUCH.

35 IN EXCHANGE , BAT ASSUMES A SINGLE OBLIGATION WHICH PROVES , UPON
EXAMINATION , TO BE PURELY FICTITIOUS. IT AGREES TO WITHDRAW ITS OPPOSITION TO
THE GRANT OF PROTECTION FOR THE TOLTECS TRADE MARK FOR THE GERMAN MARKET.
WITHOUT ITS BEING NECESSARY TO RESOLVE THE QUESTION OF WHICH CRITERIA MUST BE
USED FOR ASSESSING THE RISK OF CONFUSION BETWEEN THE TWO TRADE MARKS , IT IS
SUFFICIENT TO STATE THAT SINCE , ON THE ONE HAND , SEGERS IS THE PROPRIETOR OF A
TRADE MARK LEGALLY ACQUIRED AND USED IN A MEMBER STATE AND BAT , ON THE
OTHER , IS THE PROPRIETOR OF AN UNUSED , DORMANT , TRADE MARK WHICH IS LIABLE TO
BE REMOVED FROM THE REGISTER UPON APPLICATION BY ANY INTERESTED PARTY , BAT ' S
OPPOSITION , AS PART OF ITS EFFORTS TO CONTROL THE DISTRIBUTION OF SEGERS ' S
PRODUCTS , CONSTITUTES AN ABUSE OF THE RIGHTS CONFERRED UPON IT BY ITS TRADE
MARK OWNERSHIP.

36 CONFIRMATION OF THAT CONDUCT ON THE PART OF BAT IS TO BE FOUND IN THE
UNDISPUTED STATEMENTS CONTAINED IN THE DECISION AND IN THE OTHER DOCUMENTS
BEFORE THE COURT RELATING TO THE MANNER IN WHICH BAT APPLIED ITS AGREEMENT
WITH SEGERS. EVEN IF THE DIFFICULTIES EXPERIENCED BY SEGERS WITH HIS DISTRIBUTORS
MAY BE ATTRIBUTED IN PART TO CIRCUMSTANCES UNCONNECTED WITH HIS RELATIONS
WITH BAT , IT IS ALSO TRUE THAT BAT INTERFERED ON SEVERAL OCCASIONS WITH SEGERS '
S RELATIONS WITH THE DISTRIBUTORS CHOSEN BY HIM. FURTHERMORE , IT IS AN
ESTABLISHED FACT THAT BAT EXPLOITED THE AMBIGUITY IN THE DRAFTING OF THE
AGREEMENT TO ITS OWN ADVANTAGE. BAT ' S LETTER TO SEGERS DATED 14 JANUARY 1980 ,
CONFIRMING AN IDENTICAL COMMUNICATION OF 14 DECEMBER 1979 , LEAVES NO ROOM
FOR DOUBT AS TO BAT ' S REAL PURPOSE ; THIS WAS NOT BY ANY MEANS TO PROTECT ITS
INTEREST IN THE DORMANT TRADE MARK , WHICH HAD NO ECONOMIC SIGNIFICANCE
WHATSOEVER , BUT TO PREVENT THE MARKETING OF SEGERS ' S PRODUCT ON THE GERMAN
MARKET.

37 HENCE IT IS CLEAR THAT THE AGREEMENT OF 16 JANUARY 1975 ENABLED BAT , ON THE
BASIS OF A CONTRIVED CONFLICT INVOLVING TRADE MARK LAW , TO INTERFERE WITH THE
CONDITIONS OF COMPETITION. IT IS INDISPUTABLE THAT IN THE CASE OF IMPORTS INTO
GERMANY FROM THE NETHERLANDS , INTRA-COMMUNITY TRADE WAS AFFECTED. THE
FACTS RECITED BY THE COMMISSION IN ITS DECISION ALSO SHOW THAT THAT AGREEMENT
SERVED NO PURPOSE OTHER THAN THAT OF ENABLING BAT TO CONTROL AND , IN THE
LAST ANALYSIS , PREVENT THE MARKETING OF TOBACCO PRODUCED BY SEGERS ON THE
GERMAN MARKET.

38 IT FOLLOWS THAT THE APPLICANT ' S SUBMISSIONS ALLEGING AN INCORRECT
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CLASSIFICATION OF THE DISPUTED AGREEMENT BY THE COMMISSION MUST BE REJECTED.

THE SUBMISSION RELATING TO THE NON-APPLICATION OF ARTICLE 85 (3 )

39 IN PART III OF ITS DECISION , THE COMMISSION SETS OUT THE REASONS FOR WHICH IT
DID NOT ENTERTAIN THE POSSIBILITY OF EXEMPTING THE DISPUTED AGREEMENT FROM THE
SCOPE OF ARTICLE 85. IT STATES THAT THE AGREEMENT WAS NOT NOTIFIED TO IT , THAT IT
DOES NOT FALL WITHIN THE DEROGATION PROVIDED FOR IN SUBPARAGRAPH (2 ) (B ) OF
ARTICLE 4 (2 ) OF REGULATION NO 17 AND THAT IT DOES NOT IN ANY WAY CONTRIBUTE TO
IMPROVING THE PRODUCTION OR DISTRIBUTION OF THE PRODUCTS IN QUESTION.

40 ON THAT POINT , THE APPLICANT ARGUES THAT THE COMMISSION DID NOT ADEQUATELY
STATE ITS REASONS FOR REFUSING TO APPLY ARTICLE 85 (3 ) OF THE TREATY . IN SO FAR
AS THE AGREEMENT WAS CONCERNED SOLELY WITH RESTRICTING THE EXERCISE OF TRADE
MARK RIGHTS , IT WAS EXEMPT FROM NOTIFICATION BY VIRTUE OF THE ABOVE-MENTIONED
PROVISION OF REGULATION NO 17 . IT ADDS THAT THE AGREEMENT CONTRIBUTED TO AN
IMPROVEMENT IN TOBACCO DISTRIBUTION ON THE GERMAN MARKET AND THAT WITHOUT
THE AGREEMENT SEGERS WOULD HAVE FOUND IT IMPOSSIBLE TO MARKET HIS PRODUCT
UNDER THE TOLTECS BRAND.

41 THAT LINE OF ARGUMENT IS CLEARLY CONTRADICTED BOTH BY THE CONTENT OF THE
AGREEMENT OF 16 JANUARY 1975 AS ANALYSED ABOVE AND BY THE CONDUCT OF BAT ,
THE SOLE PURPOSE OF WHICH WAS TO PREVENT SEGERS ' S TOBACCO FROM BEING SOLD ON
THE GERMAN MARKET. IT IS THEREFORE CLEAR THAT THE AGREEMENT DID NOT FULFIL THE
CONDITIONS LAID DOWN IN ARTICLE 85 (3 ).

42 THAT SUBMISSION MUST THEREFORE ALSO BE REJECTED.

THE FINE

43 BY ARTICLE 3 OF THE DECISION A FINE OF 50 000 ECU WAS IMPOSED ON BAT ON
ACCOUNT OF THE SO-CALLED ' NO-CHALLENGE ' CLAUSE CONTAINED IN THE DISPUTED
AGREEMENT. THE REASONS FOR THE IMPOSITION OF THAT FINE ARE SET OUT AS FOLLOWS
IN THE SECOND AND THIRD PARAGRAPHS OF PART IV (2 ) (B ) OF THE PREAMBLE TO THE
DECISION :

' WHEN THE USER REQUIREMENT WAS INTRODUCED IN THE FEDERAL REPUBLIC OF
GERMANY BY THE LAW OF 4 DECEMBER 1967 IT WAS PLAIN TO BAT THAT THE AGREEMENT ,
WHICH PROHIBITED MR SEGERS FROM RELYING ON HIS ACQUIRED RIGHTS EVEN IF THE
DORCET MARK IS UNUSED FOR MORE THAN FIVE YEARS , WAS CONTRARY TO THE MEANING
AND PURPOSE OF THE STATUTORY REQUIREMENT , WHICH WAS TO REMOVE UNUSED
MARKS FROM THE REGISTER AND FACILITATE ENTRY BY NEW APPLICANTS.

IN THIS CONNECTION , IT IS PARTICULARLY SERIOUS THAT THE DORCET MARK WAS
REGISTERED ON 15 JANUARY 1970 AND THAT BAT SIGNED THE AGREEMENT ON 16 JANUARY
1975 , ONE DAY AFTER EXPIRY OF THE PERIOD OF PROTECTION ACCORDED BY GERMAN
TRADE MARK LAW. BAT WAS AWARE THAT BY THE AGREEMENT IT HAS SECURED A LEGAL
POSITION WHICH BY THEN COULD NOT BE DEFENDED IN LAW. '

44 IN THE SIXTH PARAGRAPH OF PART IV (2 ) (B ) OF THE PREAMBLE THE COMMISSION
STATES ITS REASONS FOR NOT IMPOSING A FINE UPON SEGERS ALTHOUGH THE LATTER WAS
A PARTY TO THE AGREEMENT WHICH HAD BEEN FOUND TO BE INCOMPATIBLE WITH
ARTICLE 85. ITS DIFFERENT TREATMENT OF SEGERS IS EXPLAINED AS FOLLOWS :
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' HOWEVER , THE COMMISSION IS NOT IMPOSING A FINE ON MR SEGERS DESPITE THE FACT
THAT HE HAS ALSO COMMITTED AN INFRINGEMENT OF ARTICLE 85 (1 ). MR SEGERS IS THE
OWNER OF A SMALL DUTCH FIRM , WHO AT THE BEGINNING OF HIS DISPUTE WITH BAT WAS
NOT ADEQUATELY INFORMED ABOUT THE GERMAN LEGAL POSITION AND COMMUNITY LAW.
MR SEGERS ' S LACK OF LEGAL EXPERIENCE IS ALSO CLEAR FROM THE COURSE HIS DISPUTE
WITH BAT TOOK , SINCE HE APPARENTLY LET AN ERRONEOUSLY WORDED AGREEMENT BE
USED AGAINST HIM . '

45 THE APPLICANT ' S COMPLAINT ON THAT POINT IS ESSENTIALLY THAT THE COMMISSION
TREATED TWO PARTIES TO THE SAME AGREEMENT UNEQUALLY. IT TAKES THE VIEW THAT
THE AGREEMENT WAS CONCLUDED ON THE SAME TERMS BY THE TWO PARTIES AND THAT
THEY MUST THEREFORE BEAR EQUAL RESPONSIBILITY FOR IT . IT ADDS THAT THE FACT
THAT THE AGREEMENT IN QUESTION WAS CONCLUDED ONE DAY AFTER THE EXPIRY OF THE
LEGAL PROTECTION PERIOD FOR THE DORMANT DORCET TRADE MARK , WHICH THE
COMMISSION REGARDS AS AN AGGRAVATING CIRCUMSTANCE , WAS WHOLLY FORTUITOUS
AND WAS DUE TO SEGERS ' S SLOWNESS IN DEALING WITH CORRESPONDENCE RELATING TO
THE CONCLUSION OF THE AGREEMENT. FINALLY , BAT DENIES THAT IT WAS IN ANY WAY
AT FAULT , SINCE WHEN THE DISPUTED AGREEMENT WAS CONCLUDED THERE WAS NO
INDICATION THAT IT WAS CONTRARY TO EITHER GERMAN LAW OR COMMUNITY LAW

46 WITHOUT ITS BEING NECESSARY TO EXAMINE THE SERIOUSNESS OF THE INFRINGEMENTS
COMMITTED BY THE TWO UNDERTAKINGS OR THE QUESTION OF THE DEGREE TO WHICH
EACH WAS AT FAULT , IT IS SUFFICIENT TO STATE THAT THE FINE WAS NOT IMPOSED
BECAUSE OF THE OBLIGATION IMPOSED UPON SEGERS NOT TO SELL HIS PRODUCTS OR TO
SELL THEM THROUGH IMPORTERS APPROVED BY BAT (ARTICLE 1 (1 ) OF THE DECISION )
BUT BECAUSE OF SEGERS ' S OBLIGATIONS AS REGARDS THE USE OF THE TRADE MARK OF
WHICH HE WAS THE PROPRIETOR (ARTICLE 1 (2 ) OF THE DECISION ). THOSE OBLIGATIONS ,
HOWEVER , ARE MATERIAL IN REGARD TO COMMUNITY COMPETITION LAW ONLY WHEN
TAKEN IN CONJUNCTION WITH THOSE RELATING TO THE MARKETING OF SEGERS ' S
PRODUCTS.

47 FOR THAT REASON ARTICLES 3 AND 4 OF THE DISPUTED DECISION , WHICH IMPOSE A
FINE ON BAT , MUST BE DECLARED VOID.
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Judgment of the Court
of 31 October 1974

Centrafarm BV et Adriaan de Peijper v Sterling Drug Inc.
Reference for a preliminary ruling: Hoge Raad - Netherlands.

Parallel patents.
Case 15-74.

++++

1 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - RIGHTS -
PROTECTION - EXTENT

(EEC TREATY, ARTICLE 36 )

2 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT -
PRODUCT PROTECTED IN A MEMBER STATE - LICENCE TO SELL GRANTED BY THE PATENTEE
IN ANOTHER MEMBER STATE - PROHIBITION ON SALE WITHIN THE COMMON MARKET -
INADMISSIBILITY

(EEC TREATY, ARTICLE 36 )

3 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT
RELATING TO A PHARMACEUTICAL PRODUCT - DISTRIBUTION - HEALTH CONTROL BY THE
PATENTEE - MISUSE OF COMMUNITY RULES - PROHIBITION

(EEC TREATY, ARTICLE 36 )

4 . FREE MOVEMENT OF GOODS - INDUSTRIAL AND COMMERCIAL PROPERTY - PATENT -
PRODUCTS MARKETED WITHIN THE UNITED KINGDOM - IMPORTATION INTO THE
NETHERLANDS BY THE PATENTEE BEFORE 1 JANUARY 1975 - ARTICLE 42 OF THE ACT OF
ACCESSION - FIELD OF APPLICATION

5 . COMPETITION - AGREEMENTS BETWEEN PARENT COMPANY AND SUBSIDIARIES -
ADMISSIBILITY - CRITERIA

(EEC TREATY, ARTICLE 85 )

1 . WHILST THE TREATY DOES NOT AFFECT THE EXISTENCE OF RIGHTS RECOGNIZED BY THE
LEGISLATION OF A MEMBER STATE IN MATTERS OF INDUSTRIAL AND COMMERCIAL
PROPERTY, YET THE EXERCISE OF THESE RIGHTS MAY NEVERTHELESS, DEPENDING ON THE
CIRCUMSTANCES, BE AFFECTED BY THE PROHIBITIONS IN THE TREATY, SINCE ARTICLE 36
ADMITS OF DEROGATIONS FROM THE FREE MOVEMENT OF GOODS ONLY WHERE SUCH
DEROGATIONS ARE JUSTIFIED FOR THE PURPOSE OF SAFEGUARDING RIGHTS WHICH
CONSTITUTE THE SPECIFIC SUBJECT MATTER OF THIS PROPERTY.

2 . THE EXERCISE, BY THE PATENTEE, OF THE RIGHT WHICH HE ENJOYS UNDER THE
LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF A PRODUCT
PROTECTED BY THE PATENT WHICH HAS BEEN MARKETED IN ANOTHER MEMBER STATE BY
THE PATENTEE OR WITH HIS CONSENT IS INCOMPATIBLE WITH THE RULES OF THE EEC
TREATY CONCERNING THE FREE MOVEMENT OF GOODS WITHIN THE COMMON MARKET.

IN THIS CONNEXION, IT IS OF NO SIGNIFICANCE TO KNOW WHETHER THE PATENTEE AND
THE UNDERTAKINGS TO WHICH THE LATTER HAS GRANTED LICENCES DO OR DO NOT
BELONG TO THE SAME CONCERN.

IT IS ALSO A MATTER OF NO SIGNIFICANCE THAT THERE EXIST, AS BETWEEN THE
EXPORTING AND IMPORTING MEMBER STATES, PRICE DIFFERENCES RESULTING FROM
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GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING STATE WITH A VIEW TO
CONTROLLING THE PRICE OF THE PRODUCT.

3 . THE PROPRIETOR OF A PATENT RELATING TO A PHARMACEUTICAL PRODUCT CANNOT
AVOID THE INCIDENCE OF COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF
GOODS FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF THE PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST DEFECTS THEREIN .

4 . ARTICLE 42 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION AND THE
ADJUSTMENTS TO THE TREATIES CANNOT BE INVOKED TO PREVENT IMPORTATION INTO THE
NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS PUT ONTO THE MARKET IN THE
UNITED KINGDOM BY THE PATENTEE OR WITH HIS CONSENT .

5 . ARTICLE 85 OF THE TREATY IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED
PRACTICES BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING THE
STATUS OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN
ECONOMIC UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE
ITS COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.

IN CASE 15/74,

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE EEC TREATY BY THE HOGE RAAD
OF THE NETHERLANDS, FOR A PRELIMINARY RULING IN THE ACTION PENDING BEFORE THAT
COURT BETWEEN

CENTRAFARM BV, WITH REGISTERED OFFICE IN ROTTERDAM, WITH ADRIAAN DE PEIJPER,
RESIDENT AT NIEUWERKERK AAN DE IJSSEL,

AND

STERLING DRUG INC., WITH REGISTERED OFFICE IN NEW YORK,

ON THE INTERPRETATION OF THE RULES OF THE EEC TREATY ON THE FREE MOVEMENT OF
GOODS, IN CONJUNCTION WITH ARTICLE 42 OF THE ACT ANNEXED TO THE TREATY
CONCERNING THE ACCESSION OF THE NEW MEMBER STATES TO THE ECONOMIC
COMMUNITY, AND ON THE INTERPRETATION OF ARTICLE 85 OF THE EEC TREATY, IN
RELATION TO PATENT RIGHTS,

1 BY INTERIM DECISION OF 1 MARCH 1974, REGISTERED AT THE COURT ON 4 MARCH, THE
HOGE RAAD DER NEDERLANDEN (DUTCH SUPREME COURT ) REFERRED CERTAIN QUESTIONS,
BY VIRTUE OF ARTICLE 177 OF THE EEC TREATY, ON PATENT RIGHTS IN RELATION TO THE
PROVISIONS OF THE TREATY AND OF THE ACT CONCERNING THE ACCESSION OF THE THREE
NEW MEMBER STATES.

2 IN THE DECISION MAKING THE REFERENCE THE HOGE RAAD SET OUT AS FOLLOWS THE
ELEMENTS OF FACT AND OF NATIONAL LAW IN ISSUE IN RELATION TO THE QUESTIONS
REFERRED :

- A PATENTEE HOLDS PARALLEL PATENTS IN SEVERAL OF THE STATES BELONGING TO THE
EEC,

- THE PRODUCTS PROTECTED BY THOSE PATENTS ARE LAWFULLY MARKETED IN ONE OR
MORE OF THOSE MEMBER STATES BY UNDERTAKINGS TO WHICH THE PATENTEE HAS
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GRANTED LICENCES TO MANUFACTURE AND/OR SELL,

- THOSE PRODUCTS ARE SUBSEQUENTLY EXPORTED BY THIRD PARTIES AND ARE MARKETED
AND FURTHER DEALT IN IN ONE OF THOSE OTHER MEMBER STATES,

- THE PATENT LEGISLATION IN THE LASTMENTIONED STATE GIVES THE PATENTEE THE
RIGHT TO TAKE LEGAL ACTION TO PREVENT PRODUCTS THUS PROTECTED BY PATENTS
FROM BEING THERE MARKETED BY OTHERS, EVEN WHERE THESE PRODUCTS WERE
PREVIOUSLY LAWFULLY MARKETED IN ANOTHER COUNTRY BY THE PATENTEE OR BY THE
PATENTEE'S LICENCEE.

3 IT APPEARS FROM THE PROCEEDINGS THAT THE MAIN ACTION IS CONCERNED WITH THE
RIGHTS OF A PROPRIETOR OF PARALLEL PATENTS IN SEVERAL MEMBER STATES WHO
GRANTS AN EXCLUSIVE LICENCE TO SELL, BUT NOT TO MANUFACTURE, THE PATENT
PRODUCT IN ONE OF THOSE STATES, WHILE AT THE SAME TIME THE PATENTEE DOES NOT
MANUFACTURE THE PATENT PRODUCT IN THAT SAME MEMBER STATE.

AS REGARDS QUESTION I (A )

4 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER, UNDER THE CONDITIONS
POSTULATED, THE RULES IN THE EEC TREATY CONCERNING THE FREE MOVEMENT OF
GOODS PREVENT THE PATENTEE FROM ENSURING THAT THE PRODUCT PROTECTED BY THE
PATENT IS NOT MARKETED BY OTHERS.

5 AS A RESULT OF THE PROVISIONS IN THE TREATY RELATING TO THE FREE MOVEMENT OF
GOODS AND IN PARTICULAR OF ARTICLE 30, QUANTITATIVE RESTRICTIONS ON IMPORTS AND
ALL MEASURES HAVING EQUIVALENT EFFECT ARE PROHIBITED BETWEEN MEMBER STATES.

6 BY ARTICLE 36 THESE PROVISIONS SHALL NEVERTHELESS NOT INCLUDE PROHIBITIONS OR
RESTRICTIONS ON IMPORTS JUSTIFIED ON GROUNDS OF THE PROTECTION OF INDUSTRIAL OR
COMMERCIAL PROPERTY.

7 NEVERTHELESS, IT IS CLEAR FROM THIS SAME ARTICLE, IN PARTICULAR ITS SECOND
SENTENCE, AS WELL AS FROM THE CONTEXT, THAT WHILST THE TREATY DOES NOT AFFECT
THE EXISTENCE OF RIGHTS RECOGNIZED BY THE LEGISLATION OF A MEMBER STATE IN
MATTERS OF INDUSTRIAL AND COMMERCIAL PROPERTY, YET THE EXERCISE OF THESE
RIGHTS MAY NEVERTHELESS, DEPENDING ON THE CIRCUMSTANCES, BE AFFECTED BY THE
PROHIBITIONS IN THE TREATY.

8 INASMUCH AS IT PROVIDES AN EXCEPTION TO ONE OF THE FUNDAMENTAL PRINCIPLES OF
THE COMMON MARKET, ARTICLE 36 IN FACT ONLY ADMITS OF DEROGATIONS FROM THE
FREE MOVEMENT OF GOODS WHERE SUCH DEROGATIONS ARE JUSTIFIED FOR THE PURPOSE
OF SAFEGUARDING RIGHTS WHICH CONSTITUTE THE SPECIFIC SUBJECT MATTER OF THIS
PROPERTY.

9 IN RELATION TO PATENTS, THE SPECIFIC SUBJECT MATTER OF THE INDUSTRIAL PROPERTY
IS THE GUARANTEE THAT THE PATENTEE, TO REWARD THE CREATIVE EFFORT OF THE
INVENTOR, HAS THE EXCLUSIVE RIGHT TO USE AN INVENTION WITH A VIEW TO
MANUFACTURING INDUSTRIAL PRODUCTS AND PUTTING THEM INTO CIRCULATION FOR THE
FIRST TIME, EITHER DIRECTLY OR BY THE GRANT OF LICENCES TO THIRD PARTIES, AS WELL
AS THE RIGHT TO OPPOSE INFRINGEMENTS.

10 AN OBSTACLE TO THE FREE MOVEMENT OF GOODS MAY ARISE OUT OF THE EXISTENCE,
WITHIN A NATIONAL LEGISLATION CONCERNING INDUSTRIAL AND COMMERCIAL PROPERTY,
OF PROVISIONS LAYING DOWN THAT A PATENTEE'S RIGHT IS NOT EXHAUSTED WHEN
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THE PRODUCT PROTECTED BY THE PATENT IS MARKETED IN ANOTHER MEMBER STATE,
WITH THE RESULT THAT THE PATENTEE CAN PREVENT IMPORTATION OF THE PRODUCT INTO
HIS OWN MEMBER STATE WHEN IT HAS BEEN MARKETED IN ANOTHER STATE.

11 WHEREAS AN OBSTACLE TO THE FREE MOVEMENT OF GOODS OF THIS KIND MAY BE
JUSTIFIED ON THE GROUND OF PROTECTION OF INDUSTRIAL PROPERTY WHERE SUCH
PROTECTION IS INVOKED AGAINST A PRODUCT COMING FROM A MEMBER STATE WHERE IT
IS NOT PATENTABLE AND HAS BEEN MANUFACTURED BY THIRD PARTIES WITHOUT THE
CONSENT OF THE PATENTEE AND IN CASES WHERE THERE EXIST PATENTS, THE ORIGINAL
PROPRIETORS OF WHICH ARE LEGALLY AND ECONOMICALLY INDEPENDENT, A DEROGATION
FROM THE PRINCIPLE OF THE FREE MOVEMENT OF GOODS IS NOT, HOWEVER, JUSTIFIED
WHERE THE PRODUCT HAS BEEN PUT ONTO THE MARKET IN A LEGAL MANNER, BY THE
PATENTEE HIMSELF OR WITH HIS CONSENT, IN THE MEMBER STATE FROM WHICH IT HAS
BEEN IMPORTED, IN PARTICULAR IN THE CASE OF A PROPRIETOR OF PARALLEL PATENTS.

12 IN FACT, IF A PATENTEE COULD PREVENT THE IMPORT OF PROTECTED PRODUCTS
MARKETED BY HIM OR WITH HIS CONSENT IN ANOTHER MEMBER STATE, HE WOULD BE
ABLE TO PARTITION OFF NATIONAL MARKETS AND THEREBY RESTRICT TRADE BETWEEN
MEMBER STATES, IN A SITUATION WHERE NO SUCH RESTRICTION WAS NECESSARY TO
GUARANTEE THE ESSENCE OF THE EXCLUSIVE RIGHTS FLOWING FROM THE PARALLEL
PATENTS.

13 THE PLAINTIFF IN THE MAIN ACTION CLAIMS, IN THIS CONNECTION, THAT BY REASON OF
DIVERGENCES BETWEEN NATIONAL LEGISLATIONS AND PRACTICE, TRULY IDENTICAL OR
PARALLEL PATENTS CAN HARDLY BE SAID TO EXIST.

14 IT SHOULD BE NOTED HERE THAT, IN SPITE OF THE DIVERGENCES WHICH REMAIN IN THE
ABSENCE OF ANY UNIFICATION OF NATIONAL RULES CONCERNING INDUSTRIAL PROPERTY,
THE IDENTITY OF THE PROTECTED INVENTION IS CLEARLY THE ESSENTIAL ELEMENT OF THE
CONCEPT OF PARALLEL PATENTS WHICH IT IS FOR THE COURTS TO ASSESS.

15 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED TO THE EFFECT THAT THE
EXERCISE, BY A PATENTEE, OF THE RIGHT WHICH HE ENJOYS UNDER THE LEGISLATION OF A
MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF A PRODUCT PROTECTED BY THE
PATENT WHICH HAS BEEN MARKETED IN ANOTHER MEMBER STATE BY THE PATENTEE OR
WITH HIS CONSENT IS INCOMPATIBLE WITH THE RULES OF THE EEC TREATY CONCERNING
THE FREE MOVEMENT OF GOODS WITHIN THE COMMON MARKET.

AS REGARDS QUESTION I (B )

16 THIS QUESTION WAS REFERRED TO COVER THE POSSIBILITY THAT COMMUNITY RULES DO
NOT UNDER ALL CIRCUMSTANCES PREVENT THE PATENTEE FROM EXERCISING THE RIGHT,
UNDER HIS NATIONAL LAW, TO PROHIBIT IMPORTS OF THE PROTECTED PRODUCT.

17 IT FOLLOWS FROM THE ANSWER GIVEN TO QUESTION I (A ) ABOVE THAT QUESTION I (B )
HAS BECOME DEVOID OF OBJECT.

AS REGARDS QUESTION I (C )

18 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER IT MAKES ANY DIFFERENCE
TO THE ANSWER GIVEN TO QUESTION I (A ) THAT THE PATENTEE AND THE LICENCEES DO
OR DO NOT BELONG TO THE SAME CONCERN.
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19 IT FOLLOWS FROM THE ANSWER GIVEN TO QUESTION I (A ) THAT THE FACTOR WHICH
ABOVE ALL ELSE CHARACTERIZES A RESTRICTION OF TRADE BETWEEN MEMBER STATES IS
THE TERRITORIAL PROTECTION GRANTED TO A PATENTEE IN ONE MEMBER STATE AGAINST
IMPORTATION OF THE PRODUCT WHICH HAS BEEN MARKETED IN ANOTHER MEMBER STATE
BY THE PATENTEE HIMSELF OR WITH HIS CONSENT.

20 THEREFORE THE RESULT OF THE GRANT OF A SALES LICENCE IN A MEMBER STATE IS
THAT THE PATENTEE CAN NO LONGER PREVENT THE SALE OF THE PROTECTED PRODUCT
THROUGHOUT THE COMMON MARKET.

21 ACCORDINGLY, IT IS OF NO SIGNIFICANCE TO KNOW WHETHER THE PATENTEE AND THE
LICENCEES DO OR DO NOT BELONG TO THE SAME CONCERN.

AS REGARDS QUESTION I (D )

22 THIS QUESTION REQUIRES THE COURT TO STATE, IN SUBSTANCE, WHETHER THE
PATENTEE CAN, NOTWITHSTANDING THE ANSWER GIVEN TO THE FIRST QUESTION, PREVENT
IMPORTATION OF THE PROTECTED PRODUCT, GIVEN THE EXISTENCE OF PRICE DIFFERENCES
RESULTING FROM GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING COUNTRY WITH
A VIEW TO CONTROLLING THE PRICE OF THAT PRODUCT.

23 IT IS PART OF THE COMMUNITY AUTHORITIES' TASK TO ELIMINATE FACTORS LIKELY TO
DISTORT COMPETITION BETWEEN MEMBER STATES, IN PARTICULAR BY THE HARMONIZATION
OF NATIONAL MEASURES FOR THE CONTROL OF PRICES AND BY THE PROHIBITION OF AIDS
WHICH ARE INCOMPATIBLE WITH THE COMMON MARKET, IN ADDITION TO THE EXERCISE OF
THEIR POWERS IN THE FIELD OF COMPETITION.

24 THE EXISTENCE OF FACTORS SUCH AS THESE IN A MEMBER STATE, HOWEVER, CANNOT
JUSTIFY THE MAINTENANCE OR INTRODUCTION BY ANOTHER MEMBER STATE OF MEASURES
WHICH ARE INCOMPATIBLE WITH THE RULES CONCERNING THE FREE MOVEMENT OF GOODS,
IN PARTICULAR IN THE FIELD OF INDUSTRIAL AND COMMERCIAL PROPERTY.

25 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED IN THE NEGATIVE .

AS REGARDS QUESTION I (E )

26 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER THE PATENTEE IS
AUTHORIZED TO EXERCISE THE RIGHTS CONFERRED ON HIM BY THE PATENT,
NOTWITHSTANDING COMMUNITY RULES ON THE FREE MOVEMENT OF GOODS, FOR THE
PURPOSE OF CONTROLLING THE DISTRIBUTION OF A PHARMACEUTICAL PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST THE RISKS ARISING FROM DEFECTS THEREIN.

27 THE PROTECTION OF THE PUBLIC AGAINST RISKS ARISING FROM DEFECTIVE
PHARMACEUTICAL PRODUCTS IS A MATTER OF LEGITIMATE CONCERN, AND ARTICLE 36 OF
THE TREATY AUTHORIZES THE MEMBER STATES TO DEROGATE FROM THE RULES
CONCERNING THE FREE MOVEMENT OF GOODS ON GROUNDS OF THE PROTECTION OF
HEALTH AND LIFE OF HUMANS AND ANIMALS.

28 HOWEVER, THE MEASURES NECESSARY TO ACHIEVE THIS MUST BE SUCH AS MAY
PROPERLY BE ADOPTED IN THE FIELD OF HEALTH CONTROL, AND MUST NOT CONSTITUTE A
MISUSE OF THE RULES CONCERNING INDUSTRIAL AND COMMERCIAL PROPERTY .

29 MOREOVER, THE SPECIFIC CONSIDERATIONS UNDERLYING THE PROTECTION OF
INDUSTRIAL AND COMMERCIAL PROPERTY ARE DISTINCT FROM THE CONSIDERATIONS
UNDERLYING THE PROTECTION OF THE PUBLIC AND ANY RESPONSIBILITIES WHICH
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THAT MAY IMPLY.

30 THE QUESTION REFERRED SHOULD THEREFORE BE ANSWERED IN THE NEGATIVE .

AS REGARDS QUESTION I (F )

31 THIS QUESTION REQUIRES THE COURT TO STATE WHETHER ARTICLE 42 OF THE ACT
CONCERNING THE CONDITIONS OF ACCESSION OF THE THREE NEW MEMBER STATES IMPLIES
THAT THE RULES OF THE TREATY CONCERNING THE FREE MOVEMENT OF GOODS CANNOT
BE INVOKED IN THE NETHERLANDS UNTIL 1 JANUARY 1975, INSOFAR AS THE GOODS IN
QUESTION ORIGINATE IN THE UNITED KINGDOM

32 PARAGRAPH 1 OF ARTICLE 42 OF THE ACT OF ACCESSION PROVIDES THAT QUANTITATIVE
RESTRICTIONS ON IMPORTS AND EXPORTS SHALL, FROM THE DATE OF ACCESSION, BE
ABOLISHED BETWEEN THE COMMUNITY AS ORIGINALLY CONSTITUTED AND THE NEW
MEMBER STATES.

33 UNDER PARAGRAPH 2 OF THE SAME ARTICLE, WHICH IS MORE DIRECTLY RELEVANT TO
THE QUESTION, 'MEASURES HAVING EQUIVALENT EFFECT TO SUCH RESTRICTIONS SHALL BE
ABOLISHED BY 1 JANUARY 1975 AT THE LATEST '.

34 IN THE CONTEXT, THIS PROVISION CAN REFER ONLY TO THOSE MEASURES HAVING AN
EFFECT EQUIVALENT TO QUANTITATIVE RESTRICTIONS WHICH, AS BETWEEN THE ORIGINAL
MEMBER STATES, HAD TO BE ABOLISHED AT THE END OF THE TRANSITIONAL PERIOD,
PURSUANT TO ARTICLES 30 AND 32 TO 35 OF THE EEC TREATY .

35 IT THEREFORE APPEARS THAT ARTICLE 42 OF THE ACT OF ACCESSION HAS NO EFFECT
UPON PROHIBITIONS ON IMPORTATION ARISING FROM NATIONAL LEGISLATION CONCERNING
INDUSTRIAL AND COMMERCIAL PROPERTY.

36 THE CASE UNDER CONSIDERATION IS THEREFORE SUBJECT TO THE PRINCIPLE ENSHRINED
IN THE TREATY AND IN THE ACT OF ACCESSION, ACCORDING TO WHICH THE PROVISIONS OF
THE TREATIES ESTABLISHING THE EUROPEAN COMMUNITIES CONCERNING THE FREE
MOVEMENT OF GOODS AND, IN PARTICULAR, ARTICLE 30, ARE APPLICABLE, FROM THE DATE
OF ACCESSION, TO THE NEW MEMBER STATES, SAVE WHERE CONTRARY IS EXPRESSLY
STATED.

37 IT FOLLOWS THAT ARTICLE 42 OF THE ACT OF ACCESSION CANNOT BE INVOKED TO
PREVENT IMPORTATION INTO THE NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS
PUT ONTO THE MARKET IN THE UNITED KINGDOM UNDER THE CONDITIONS SET OUT ABOVE
BY THE PATENTEE OR WITH HIS CONSENT.

AS REGARDS QUESTIONS II (A ) AND (B )

38 THESE QUESTIONS REQUIRE THE COURT TO STATE WHETHER ARTICLE 85 OF THE TREATY
IS APPLICABLE TO AGREEMENTS AND CONCERTED PRACTICES BETWEEN THE PROPRIETOR OF
PARALLEL PATENTS IN VARIOUS MEMBER STATES AND HIS LICENCEES, IF THE OBJECTIVE OF
THOSE AGREEMENTS AND CONCERTED PRACTICES IS TO REGULATE DIFFERENTLY FOR THE
DIFFERENT COUNTRIES THE CONDITIONS ON THE MARKET IN RESPECT OF THE GOODS
PROTECTED BY THE PATENTS .

39 ALTHOUGH THE EXISTENCE OF RIGHTS RECOGNIZED UNDER THE INDUSTRIAL PROPERTY
LEGISLATION OF A MEMBER STATE IS NOT AFFECTED BY ARTICLE 85 OF THE TREATY, THE
CONDITIONS UNDER WHICH THOSE RIGHTS MAY BE EXERCISED MAY NEVERTHELESS FALL
WITHIN THE PROHIBITIONS CONTAINED IN THAT ARTICLE.
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40 THIS MAY BE THE CASE WHENEVER THE EXERCISE OF SUCH A RIGHT APPEARS TO BE THE
OBJECT, THE MEANS OR THE CONSEQUENCE OF AN AGREEMENT

41 ARTICLE 85, HOWEVER, IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED
PRACTICES BETWEEN UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING THE
STATUS OF PARENT COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN
ECONOMIC UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE
ITS COURSE OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE
CONCERNED MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE
UNDERTAKINGS.

42 THE COSTS INCURRED BY THE GOVERNMENT OF THE KINGDOM OF DENMARK AND THE
COMMISSION OF THE EUROPEAN COMMUNITIES, WHICH HAVE SUBMITTED OBSERVATIONS TO
THE COURT, ARE NOT RECOVERABLE.

43 AS THESE PROCEEDINGS ARE, INSOFAR AS THE PARTIES TO THE MAIN ACTION ARE
CONCERNED, A STEP IN THE ACTION PENDING BEFORE THE HOGE RAAD DER NEDERLANDEN,
COSTS ARE A MATTER FOR THAT COURT.

ON THOSE GROUNDS,

THE COURT,

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE HOGE RAAD DER NEDERLANDEN,
BY INTERIM DECISION OF 1 MARCH 1974, HEREBY RULES :

1 . THE EXERCISE, BY THE PATENTEE, OF THE RIGHT WHICH HE ENJOYS UNDER THE
LEGISLATION OF A MEMBER STATE TO PROHIBIT THE SALE, IN THAT STATE, OF A PRODUCT
PROTECTED BY THE PATENT WHICH HAS BEEN MARKETED IN ANOTHER MEMBER STATE BY
THE PATENTEE OR WITH HIS CONSENT IS INCOMPATIBLE WITH THE RULES OF THE EEC
TREATY CONCERNING THE FREE MOVEMENT OF GOODS WITHIN THE COMMON MARKET.

2 . IN THIS CONNECTION, IT IS OF NO SIGNIFICANCE TO KNOW WHETHER THE PATENTEE AND
THE UNDERTAKINGS TO WHICH THE LATTER HAS GRANTED LICENCES DO OR DO NOT
BELONG TO THE SAME CONCERN.

3 . IT IS ALSO A MATTER OF NO SIGNIFICANCE THAT THERE EXIST, AS BETWEEN THE
EXPORTING AND IMPORTING MEMBER STATES, PRICE DIFFERENCES RESULTING FROM
GOVERNMENTAL MEASURES ADOPTED IN THE EXPORTING STATE WITH A VIEW TO
CONTROLLING THE PRICE OF THE PRODUCT.

4 . THE PROPRIETOR OF A PATENT RELATING TO A PHARMACEUTICAL PRODUCT CANNOT
AVOID THE INCIDENCE OF COMMUNITY RULES CONCERNING THE FREE MOVEMENT OF
GOODS FOR THE PURPOSE OF CONTROLLING THE DISTRIBUTION OF THE PRODUCT WITH A
VIEW TO PROTECTING THE PUBLIC AGAINST DEFECTS THEREIN .

5 . ARTICLE 42 OF THE ACT CONCERNING THE CONDITIONS OF ACCESSION AND THE
ADJUSTMENTS TO THE TREATIES CANNOT BE INVOKED TO PREVENT IMPORTATION INTO THE
NETHERLANDS, EVEN BEFORE 1 JANUARY 1975, OF GOODS PUT ONTO THE MARKET IN THE
UNITED KINGDOM BY THE PATENTEE OR WITH HIS CONSENT .

6 . ARTICLE 85 IS NOT CONCERNED WITH AGREEMENTS OR CONCERTED PRACTICES BETWEEN
UNDERTAKINGS BELONGING TO THE SAME CONCERN AND HAVING THE STATUS OF PARENT
COMPANY AND SUBSIDIARY, IF THE UNDERTAKINGS FORM AN ECONOMIC
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UNIT WITHIN WHICH THE SUBSIDIARY HAS NO REAL FREEDOM TO DETERMINE ITS COURSE
OF ACTION ON THE MARKET, AND IF THE AGREEMENTS OR PRACTICES ARE CONCERNED
MERELY WITH THE INTERNAL ALLOCATION OF TASKS AS BETWEEN THE UNDERTAKINGS.
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Parke, Davis and Co. v Probel, Reese, Beintema-Interpharm and Centrafarm.
Reference for a preliminary ruling: Gerechtshof 's-Gravenhage - Netherlands.

Case 24-67.

++++

1 . POLICY OF THE EEC - RULES ON COMPETITION - CARTELS - PROHIBITIONS - RESTRICTIVE
NATURE

(EEC TREATY, ARTICLE 85(1 ))

2 . POLICY OF THE EEC - RULES ON COMPETITION - PATENTS - PROHIBITIONS IN ARTICLES 85
AND 86 OF THE EEC TREATY - NOT APPLICABLE TO PATENTS AS SUCH - POSSIBLE
APPLICABILITY TO CASES OF IMPROPER USE

3 . POLICY OF THE EEC - RULES ON COMPETITION - PATENTS - USE - SALE PRICE OF THE
PATENTED PRODUCT - HIGHER PRICE AS COMPARED WITH THE UNPATENTED PRODUCT -
SUCH DIFFERENCE NOT NECESSARILY IMPROPER

(EEC TREATY, ARTICLE 85 )

1 . THE RESTRICTIVE NATURE OF ARTICLE 85(1 ) IS INCOMPATIBLE WITH ANY EXTENSION OF
THE PROHIBITION FOR WHICH IT PROVIDES BEYOND THE THREE CATEGORIES OF
AGREEMENT EXCLUSIVELY ENUMERATED THEREIN.

2 . THE EXISTENCE OF THE RIGHTS GRANTED BY A MEMBER STATE TO THE HOLDER OF A
PATENT IS NOT AFFECTED BY THE PROHIBITIONS CONTAINED IN ARTICLES 85(1 ) AND 86 OF
THE TREATY. THE EXERCISE OF SUCH RIGHTS CANNOT OF ITSELF FALL EITHER UNDER
ARTICLE 85(1 ), IN THE ABSENCE OF ANY AGREEMENT, DECISION OR CONCERTED PRACTICE
PROHIBITED BY THIS PROVISION, OR UNDER ARTICLE 86, IN THE ABSENCE OF ANY ABUSE OF
A DOMINANT POSITION.

3 . A HIGHER SALE PRICE FOR THE PATENTED PRODUCT AS COMPARED WITH THAT OF THE
UNPATENTED PRODUCT COMING FROM ANOTHER MEMBER STATE DOES NOT NECESSARILY
CONSTITUTE AN ABUSE OF A DOMINANT POSITION.

IN CASE 24/67

REFERENCE TO THE COURT UNDER ARTICLE 177 OF THE TREATY ESTABLISHING THE
EUROPEAN ECONOMIC COMMUNITY BY THE GERECHTSHOF (COURT OF APPEAL ), THE
HAGUE, FOR A PRELIMINARY RULING IN THE ACTION PENDING BEFORE THAT COURT
BETWEEN

PARKE, DAVIS AND CO.

AND

PROBEL, REESE, BEINTEMA-INTERPHARM AND CENTRAFARM

ON THE INTERPRETATION OF ARTICLES 85(1 ) AND 86 OF THE TREATY ESTABLISHING THE
EEC - CONSIDERED IN CONJUNCTION WITH THE PROVISIONS OF ARTICLES 36 AND 222
THEREOF - CONERNING THE RIGHTS WHICH THE HOLDER OF A PATENT GRANTED IN A
MEMBER STATE MAY REQUEST THE COURTS TO ENFORCE .

IN A JUDGMENT DATED 30 JUNE 1967, WHICH REACHED THE COURT ON 6 JULY, THE
GERECHTSHOF, THE HAGUE, UNDER ARTICLE 177 OF THE TREATY ESTABLISHING THE
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EEC, PUT TO THE COURT TWO QUESTIONS ON THE INTERPRETATION OF ARTICLES 85(1 ) AND
86. IT APPEARS FROM THE FACTS GIVEN BY THE COURT MAKING THE REFERENCE THAT THE
QUESTIONS PUT CONCERN THE EXERCISE OF RIGHTS ATTACHING BY NETHERLANDS LAW TO
A PATENT WHICH PROTECTS A PROPRIETARY MEDICINAL PRODUCT IN THE NETHERLANDS AS
REGARDS THE INTRODUCTION INTO THAT STATE OF A SIMILAR PRODUCT MANUFACTURED
IN ANOTHER MEMBER STATE WHERE PROPRIETARY MEDICINAL PRODUCTS ARE NOT
PATENTABLE .

P . 71

IN THE FIRST QUESTION THE COURT IS ASKED TO RULE WHETHER THE CONCEPT OF
PRACTICES PROHIBITED UNDER ARTICLES 85(1 ) AND 86, POSSIBLY CONSIDERED WITH
ARTICLES 36 AND 222 OF THE TREATY, INCLUDES THE ACTION OF THE HOLDER OF A PATENT
ISSUED IN A MEMBER STATE WHEN, BY VIRTUE OF THAT PATENT, HE REQUESTS THE
NATIONAL COURTS TO PREVENT ALL COMMERCIAL DEALING IN THE TERRITORY OF THAT
STATE IN A PRODUCT COMING FROM ANOTHER MEMBER STATE WHICH DOES NOT GRANT AN
EXCLUSIVE RIGHT TO MANUFACTURE AND SELL THAT PRODUCT.

IN THE SECOND QUESTION THE COURT MAKING THE REFERENCE ASKS WHETHER THE
POSSIBLE APPLICATION OF THE ABOVEMENTIONED ARTICLES MAY BE AFFECTED BY THE
FACT THAT THE ASSIGN OF THE PATENT - HOLDER OFFERS THE PATENTED PRODUCT AT A
PRICE HIGHER THAN THAT OF A SIMILAR UNPATENTED PRODUCT COMING FROM ANOTHER
MEMBER STATE.

THE NATIONAL RULES RELATING TO THE PROTECTION OF INDUSTRIAL PROPERTY HAVE NOT
YET BEEN UNIFIED WITHIN THE COMMUNITY. IN THE ABSENCE OF SUCH UNIFICATION, THE
NATIONAL CHARACTER OF THE PROTECTION OF INDUSTRIAL PROPERTY AND THE
VARIATIONS BETWEEN THE DIFFERENT LEGISLATIVE SYSTEMS ON THIS SUBJECT ARE
CAPABLE OF CREATING OBSTACLES BOTH TO THE FREE MOVEMENT OF THE PATENTED
PRODUCTS AND TO COMPETITION WITHIN THE COMMON MARKET.

AS REGARDS THE PROVISIONS RELATING TO THE FREE MOVEMENT OF PRODUCTS,
PROHIBITIONS AND RESTRICTIONS ON IMPORTS MAY BE JUSTIFIED UNDER ARTICLE 36 ON
GROUNDS OF THE PROTECTION OF INDUSTRIAL PROPERTY, BUT SUBJECT TO THE EXPRESSLY
STATED RESERVATION THAT THESE " SHALL NOT, HOWEVER, CONSTITUTE A MEANS OF
ARBITRARY DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER
STATES ". FOR SIMILAR REASONS, THE EXERCISE OF THE RIGHTS ARISING UNDER A PATENT
GRANTED IN ACCORDANCE WITH THE LEGISLATION OF A MEMBER STATE DOES NOT, OF
ITSELF, CONSTITUTE AN INFRINGEMENT OF THE RULES ON COMPETITION LAID DOWN BY
THE TREATY.

UNDER ARTICLE 85(1 ) OF THE TREATY, " ALL AGREEMENTS BETWEEN UNDERTAKINGS,
DECISIONS BY ASSOCIATIONS OF UNDERTAKINGS AND CONCERTED PRACTICES " WHICH MAY
AFFECT TRADE BETWEEN MEMBER STATES AND WHICH HAVE AS THEIR OBJECT OR EFFECT
AN INTERFERENCE WITH COMPETITION ARE PROHIBITED AS INCOMPATIBLE WITH THE
COMMON MARKET. ALTHOUGH THE GENERALITY OF THE WORDS USED IS EVIDENCE OF AN
INTENTION TO INCLUDE WITHOUT DISTINCTION ALL THE CATEGORIES OF AGREEMENT
DESCRIBED IN THIS PROVISION, THE RESTRICTIVE NATURE OF THE SAID PROVISION IS
INCOMPATIBLE WITH ANY EXTENSION OF THE PROHIBITION FOR WHICH IT PROVIDES
BEYOND THE THREE CATEGORIES OF AGREEMENT EXCLUSIVELY ENUMERATED THEREIN.

A PATENT TAKEN BY ITSELF AND INDEPENDENTLY OF ANY AGREEMENT OF WHICH IT
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MAY BE THE SUBJECT, IS UNRELATED TO ANY OF THESE CATEGORIES, BUT IS THE
EXPRESSION OF A LEGAL STATUS GRANTED BY A STATE TO PRODUCTS MEETING CERTAIN
CRITERIA, AND THUS EXHIBITS NONE OF THE ELEMENTS OF CONTRACT OR CONCERTED
PRACTICE REQUIRED BY ARTICLE 85(1 ). NEVERTHELESS IT IS POSSIBLE THAT THE
PROVISIONS OF THIS ARTICLE MAY APPLY IF THE USE OF ONE OR MORE PATENTS, IN
CONCERT BETWEEN UNDERTAKINGS, SHOULD LEAD TO THE CREATION OF A SITUATION
WHICH MAY COME WITHIN THE CONCEPTS OF AGREEMENTS BETWEEN UNDERTAKINGS,
DECISIONS OF ASSOCIATIONS OF UNDERTAKINGS OR CONCERTED PRACTICES WITHIN THE
MEANING OF ARTICLE 85(1 ).

P . 72

HOWEVER, NOTWITHSTANDING THE ALLUSIONS MADE DURING THESE PROCEEDINGS TO
SUCH A SITUATION, WHICH IS FOR THE GERECHTSHOF, THE HAGUE, ALONE TO ASSESS, THE
WORDING OF THE QUESTIONS REFERRED AND THE CONTENTS OF THE FILE DO NOT ENABLE
THE COURT TO TAKE THIS POSSIBILITY INTO ACCOUNT.

UNDER ARTICLE 86 OF THE TREATY : " ANY ABUSE BY ONE OR MORE UNDERTAKINGS OF A
DOMINANT POSITION WITHIN THE COMMON MARKET OR IN A SUBSTANTIAL PART OF IT
SHALL BE PROHIBITED AS INCOMPATIBLE WITH THE COMMON MARKET IN SO FAR AS IT
MAY AFFECT TRADE BETWEEN MEMBER STATES ". FOR THIS PROHIBITION TO APPLY IT IS
THUS NECESSARY THAT THREE ELEMENTS SHALL BE PRESENT TOGETHER : THE EXISTENCE
OF A DOMINANT POSITION, THE ABUSE OF THIS POSITION AND THE POSSIBILITY THAT
TRADE BETWEEN MEMBER STATES MAY BE AFFECTED THEREBY. ALTHOUGH A PATENT
CONFERS ON ITS HOLDER A SPECIAL PROTECTION AT NATIONAL LEVEL, IT DOES NOT
FOLLOW THAT THE EXERCISE OF THE RIGHTS THUS CONFERRED IMPLIES THE PRESENCE
TOGETHER OF ALL THREE ELEMENTS IN QUESTION. IT COULD ONLY DO SO IF THE USE OF
THE PATENT WERE TO DEGENERATE INTO AN ABUSE OF THE ABOVEMENTIONED
PROTECTION.

MOREOVER, IN A COMPARABLE FIELD, ARTICLE 36 OF THE TREATY, AFTER PROVIDING THAT
ARTICLES 30 TO 34 SHALL NOT PRECLUDE RESTRICTIONS ON IMPORTS OR EXPORTS
JUSTIFIED ON GROUNDS, INTER ALIA, OF THE PROTECTION OF INDUSTRIAL AND
COMMERCIAL PROPERTY, EXPRESSLY STATES, AS HAS ALREADY BEEN OBSERVED, THAT
SUCH RESTRICTIONS " SHALL NOT, HOWEVER, CONSTITUTE A MEANS OF ARBITRARY
DISCRIMINATION OR A DISGUISED RESTRICTION ON TRADE BETWEEN MEMBER STATES ".

ACCORDINGLY, SINCE THE EXISTENCE OF PATENT RIGHTS IS AT PRESENT A MATTER SOLELY
OF NATIONAL LAW, THE USE MADE OF THEM CAN ONLY COME WITHIN THE AMBIT OF
COMMUNITY LAW WHERE SUCH USE CONTRIBUTES TO A DOMINANT POSITION, THE ABUSE
OF WHICH MAY AFFECT TRADE BETWEEN MEMBER STATES .

ALTHOUGH THE SALE PRICE OF THE PROTECTED PRODUCT MAY BE REGARDED AS A FACTOR
TO BE TAKEN INTO ACCOUNT IN DETERMINING THE POSSIBLE EXISTENCE OF AN ABUSE, A
HIGHER PRICE FOR THE PATENTED PRODUCT AS COMPARED WITH THE UNPATENTED
PRODUCT DOES NOT NECESSARILY CONSTITUTE AN ABUSE .

IT FOLLOWS FROM ALL THE ABOVE : FIRST, THAT THE EXISTENCE OF THE RIGHTS GRANTED
BY A MEMBER STATE TO THE HOLDER OF A PATENT IS NOT AFFECTED BY THE
PROHIBITIONS CONTAINED IN ARTICLES 85(1 ) AND 86 OF THE TREATY; SECONDLY, THAT THE
EXERCISE OF SUCH RIGHTS CANNOT OF ITSELF FALL EITHER UNDER ARTICLE 85(1 ), IN THE
ABSENCE OF ANY AGREEMENT, DECISION OR CONCERTED PRACTICE
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PROHIBITED BY THAT PROVISION, OR UNDER ARTICLE 86, IN THE ABSENCE OF ANY ABUSE
OF A DOMINANT POSITION; FINALLY, THAT A HIGHER SALE PRICE FOR THE PATENTED
PRODUCT AS COMPARED WITH THAT OF THE UNPATENTED PRODUCT COMING FROM
ANOTHER MEMBER STATE DOES NOT NECESSARILY CONSTITUTE AN ABUSE.

ON THOSE GROUNDS,

UPON READING THE PLEADINGS;

UPON HEARING THE REPORT OF THE JUDGE-RAPPORTEUR;

UPON HEARING THE OBSERVATIONS OF THE COMMISSION OF THE EEC, THE GOVERNMENTS
OF THE KINGDOM OF THE NETHERLANDS, THE FEDERAL REPUBLIC OF GERMANY AND THE
FRENCH REPUBLIC, INTERVENING UNDER ARTICLE 20 OF THE STATUTE OF THE COURT;

UPON HEARING THE OPINION OF THE ADVOCATE-GENERAL;

HAVING REGARD TO ARTICLES 30 TO 34, 36, 85, 86, 177 AND 222 OF THE TREATY
ESTABLISHING THE EUROPEAN ECONOMIC COMMUNITY;

HAVING REGARD TO THE PROTOCOL ON THE STATUTE OF THE COURT OF JUSTICE OF THE
EUROPEAN ECONOMIC COMMUNITY;

HAVING REGARD TO THE RULES OF PROCEDURE OF THE COURT OF JUSTICE OF THE
EUROPEAN COMMUNITIES;

P . 73

THE COSTS INCURRED BY THE COMMISSION OF THE EEC AND THE GOVERNMENTS OF THE
KINGDOM OF THE NETHERLANDS, THE FEDERAL REPUBLIC OF GERMANY AND THE FRENCH
REPUBLIC, ALL OF WHICH HAVE SUBMITTED THEIR OBSERVATIONS TO THE COURT, ARE NOT
RECOVERABLE.

AS THESE PROCEEDINGS ARE, IN SO FAR AS THE PARTIES TO THE MAIN ACTION ARE
CONCERNED, IN THE NATURE OF A STEP IN THE ACTION PENDING BEFORE THE
GERECHTSHOF, THE HAGUE, THE DECISION AS TO COSTS IS A MATTER FOR THAT COURT;

THE COURT

IN ANSWER TO THE QUESTIONS REFERRED TO IT BY THE GERECHTSHOF, THE HAGUE, BY
JUDGMENT OF THAT COURT OF 30 JUNE 1967, HEREBY RULES :

1 . THE EXISTENCE OF THE RIGHTS GRANTED BY A MEMBER STATE TO THE HOLDER OF A
PATENT IS NOT AFFECTED BY THE PROHIBITIONS CONTAINED IN ARTICLES 85(1 ) AND 86 OF
THE TREATY;

2 . THE EXERCISE OF SUCH RIGHTS CANNOT OF ITSELF FALL EITHER UNDER ARTICLE 85(1 ),
IN THE ABSENCE OF ANY AGREEMENT, DECISION OR CONCERTED PRACTICE PROHIBITED BY
THIS PROVISION, OR UNDER ARTICLE 86, IN THE ABSENCE OF ANY ABUSE OF A DOMINANT
POSITION;

3 . A HIGHER SALE PRICE FOR THE PATENTED PRODUCT AS COMPARED WITH THAT OF THE
UNPATENTED PRODUCT COMING FROM ANOTHER MEMBER STATE DOES NOT NECESSARILY
CONSTITUTE AN ABUSE;

AND DECLARES :
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IT IS FOR THE GERECHTSHOF, THE HAGUE, TO MAKE AN ORDER AS TO THE COSTS OF THE
PRESENT PROCEEDINGS.
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	Case C-39/97
	Case C-355/96
	Case C-352/95
	Case C-337/95
	Case C-251/95
	Case C-313/94
	Joined cases C-71/94, C-72/94 and C-73/94
	Joined cases C-427/93, C-429/93 and C-436/93

	Regulation No 40/94
	2006
	Case C-92/06 P

	2005
	C-324/05 P
	Case C-314/05 P
	Case C-235/05 P
	C-214/05 P
	Case C-25/05 P
	Case C-24/05
	Case T-453/05
	Case T-194/05
	Case T-133/05
	Case T-97/05
	Case T-15/05

	2004
	C-416/04 P
	Case C-361/04 P
	Case C-286/04 P
	Case C-206/04 P
	Case C-173/04 P
	Case T-445/04
	Case T-14/04
	T-466/04 and T-467/04
	Case T-439/04
	Case T-423/04
	Case T-396/04
	Case T-388/04
	Case T-346/04
	Case T-305/04
	Case T-277/04
	Case T-252/04
	Case T-214/04
	Case T-202/04
	Case T-191/04
	Case T-186/04
	Case T-168/04
	Case T-135/04
	Case T-129/04
	Case T-123/04
	Case T-67/04
	Case T-35/04
	Case T-34/04
	Case T-29/04
	Case T-22/04
	Case T-19/04
	Case T-7/04
	Case T-3/04

	2003
	Case C-325/03 P
	Case C-192/03 P
	Case C-3/03 P
	C-106/03 P
	Case C-37/03 P
	Case T-131/03
	Case T-120/03
	Case T-61/03
	Case T-390/03
	Case T-387/03
	Case T-385/03
	Case T-379/03
	Case T-373/03
	Case T-360/03
	Case T-344/03
	Case T-336/03
	Case T-334/03
	Case T-323/03
	Case T-322/03
	Case T-318/03
	Case T-316/03
	Case T-303/03
	Case T-301/03
	Case T-275/03
	Case T-260/03
	Case T-247/03
	Case T-211/03
	Case T-185/03
	Case T-183/03
	Joined cases T-178/03 and T-179/03
	Case T-173/03
	Case T-169/03
	Case T-164/03
	Case T-154/03
	Case T-153/03
	Case T-147/03
	Case T-130/03
	Case T-126/03
	Joined cases T-117/03 to T-119/03 and T-171/03
	Case T-112/03
	Case T-33/03
	Case T-10/03
	Case T-8/03

	2002
	Case C-445/02 P
	Case C-150/02 P
	Case C-329/02 P
	Case C-136/02 P
	Case C-64/02 P
	Case T-383/02
	Case T-235/02
	Case T-94/02
	Case T-8/02
	Case T-402/02
	Case T-399/02
	Case T-396/02
	Case T-393/02
	Joined cases T-380/02 and T-128/03
	Joined cases T-367/02 to T-369/02
	Case T-359/02
	Case T-356/02
	Case T-355/02
	Case T-352/02
	Case T-348/02
	Case T-342/02
	Case T-311/02
	Case T-305/02
	Case T-296/02
	Case T-286/02
	Case T-281/02
	Case T-273/02
	CaseT-270/02
	Case T-269/02
	Case T-242/02
	Case T-222/02
	Case T-216/02
	Case T-203/02
	Case T-186/02
	Case T-185/02
	Joined cases T-183/02 and T-184/02
	Case T-169/02
	Case T-164/02
	Joined cases T-160/02 to T-162/02
	Joined cases T-146/02 to T-153/02
	Case T-140/02
	CaseT-127/02
	Case T-117/02
	Case T-115/02
	Case T-107/02
	Case T-85/02
	Case T-71/02
	Case T-20/02
	Case T-16/02

	2001
	Case C-498/01 P
	Case C-326/01P
	Joined cases C-473/01 P and C-474/01 P
	Joined cases C-468/01 P to C-472/01 P
	Joined cases C-456/01 P and C-457/01 P
	Case C-191/01 P
	Case T-10/01
	Joined cases T-324/01 and T-110/02
	Case T-317/01
	Case T-311/01
	Case T-308/01
	Case T-295/01
	Case T-292/01
	Case T-247/01
	Case T-237/01
	Case T-234/01
	Case T-224/01
	Case T-194/01
	Case T-174/01
	Case T-162/01
	Case T-156/01
	Case T-130/01
	Case T-129/01
	Case T-128/01
	Case T-122/01
	Case T-110/01
	Case T-104/01
	Case T-99/01
	Case T-91/01
	Joined cases T-79/01 and T-86/01
	Case T-63/01
	Case T-39/01
	Case T-36/01
	Case T-6/01

	2000
	Case C-104/00 P
	Case T-187/00
	Case T-388/00
	Case T-360/00
	Case T-358/00
	Case T-356/00
	Case T-355/00
	Case T-323/00
	Case T-316/00
	Case T-232/00
	Case T-219/00
	Case T-198/00
	Case T-173/00
	Case T-146/00
	Case T-140/00
	Case T-138/00
	Case T-129/00
	Case T-128/00
	Case T-121/00
	Case T-120/00
	Case T-119/00
	Case T-118/00
	Case T-117/00
	Case T-88/00
	Case T-87/00
	Case T-79/00
	Case T-34/00
	Case T-32/00
	Case T-30/00
	Case T-24/00

	1999
	Case C-383/99 P
	Case T-79/99
	Case T-360/99
	Case T-359/99
	Joined cases T-357/99 and T-358/99
	Case T-345/99
	Case T-337/99
	Case T-336/99
	Case T-335/99
	Case T-331/99
	Case T-193/99
	Case T-136/99
	Case T-135/99
	Case T-128/99
	Case T-122/99
	Case T-120/99
	Case T-91/99
	Case T-19/99

	1998
	Case T-163/98.


	Language
	Case C-270/95 P
	Case T-107/94

	TRIPs Agreement
	Case C-245/02
	Case C-53/96


	Copyright
	Article 12
	Case C-28/04
	Case C-360/00
	Joined cases C-92/92 and C-326/92

	Article 28
	Case C-61/97
	Case 395/87
	Case 341/87
	Case C-270/86
	Case 158/86
	Case 402/85
	Case 262/81
	Case 270/80
	Case 58/80
	Joined cases 55/80 and 57/80
	Case 78-70

	Article 49
	Case 62/79

	Article 234
	Case C-196/96
	Case C-191/96
	Case C-101/96

	Directive 2001/29 - Information society
	Case C-479/04

	Directive 96/9 - Protection of databases
	Case C-46/02
	Case C-203/02
	Case C-338/02
	Case C-444/02
	Case C-370/99
	Case C-348/99

	Directive 92/100 on lending
	Case C-180/05
	Case C-61/05
	Case C-53/05
	Case C-433/02
	Case C-245/00
	Case C-200/96

	Directive 93/83 on transmission
	Case 169/05
	Case C-192/04
	Case C-293/98
	Case C-60/98

	Directive 91/250 - Computer programs
	Case T-198/98


	Design
	Joined cases C-300/98 and C-392/98

	Counterfeit
	Case C-60/02
	Case C-383/98
	Case C-223/98
	Case C-3/97
	Case C-343/89
	Case 11/82

	Competition
	Patent
	Case T-144/99 R
	Case T-144/99
	Case T-149/89
	Case T-30/89
	Case 320/87
	Case 65/86
	Case 193/83
	Case 24-67

	Trademark
	Case T-114/02
	Case T-151/01 R
	Case C-9/93
	Case 35/83

	Copyright
	Case T-224/95
	Case T-5/93
	Case T-114/92
	Case T-76/89
	Case T-70/89
	Case T-69/89
	Joined cases 110/88, 241/88 and 242/88





